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35US.C. 41. Patentfees; patent and trademarf search systems.

L2214

**>(b) The Commissioner shall charge the following fees for main-
taining in force all patents based on applications filed on or afier December
12, 1980:

(1) 3 years and 6 months after grant, $650 {$990].
(2) 7 years and 6 months after grant, $1,310 {$1,990}.
(3) 11 years and 6 months after grant, $1,960 {$2,990].

Unless payment of the applicable maintenance fee is received in the
Patent and Trademark Office on or before the date the fee is due or withina
grace period of six months thereafier, the patent will expire as of the end of
such grace period. The Commissioner may require the payment of a
surcharge as a condition of accepting within such six—month grace period
the late payment of the applicable maintenance fee. No fee will be
established for maintaining a design or plant patent in force.<

Note: Under 38 U, 8. C. 41 (f), ¢the amounis of the fees have been
increased by rule effective October 1, *>1995< to the brackefed
amounts; see 37 CFR 1.20 (¢) — (g) for current fee amounts,

*¢>(c){1)The Commissioner may accept the payment of any
maintenance fee required by subsection (b) of this section which ismade
within twenty—four months after the six—month grace period if the
delay is shown to the satisfaction of the Commissioner to have been
unintentional, or at any time after the six—month grace period if the
delay is shown to the satisfaction of the Commissioner to have been
unavoidable. The Commissioner may require the payment of a sur-
charge as a condition of accepting payment of any maintenance fee
after the six—month grace period, If the Commissioner accepts payment
of amaintenance fee after the six—month grace period, the patent shail
be considered as not having expired at the end of the grace period.
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(2) A patent, the term of which has been mamtamed as a result
of the acceptance of a payment of a mamtenance fee under this
subsection, shall not abridge or affect the right of any person or that
person’s successors in business who made, purchased, offered to sell, or
used anything protected by the patent within the United States, or
imported anything protecied by the patent into the United States after
the 6—month grace period but prior to the acceptance of a maintenance
fee under this subsection, to continue the use of, to offer for sale, or to
sell to others to be used, offered for sale, or sold, the specific thing so
made, purchased, offered for sale, used, orimported. The court before
which such matter is in question may provide for the continued
manufacture, use, offer for sale, or sale of the thing made, porchased,
offered for sale, or used within the United States, or imported into the
United States, as specified, or for the manufacture, use, offer for sale,
or sale in the United States of which substantial preparation was
made after the 6—month grace period but before the acceptance of 2
maintenance fee under this subsection, and the court may also pro-
vide for the continued practice of any process that is practiced, or for
the practice of which substantial preparation was made, after the
6—month grace period but before the acceptance of a maintenance
fee under this subsection, to the extent and under such terms as the
court deems equitable for the protection of investments made or
business commenced after the 6—month grace period but before the
acceptance of 2 maintenance fee under this subsection.<

Public Law 96—517, enacted December 12, 1980,
established the requirement to pay maintenance fees for
applications filed on or after that date. The statutory
provisions regarding maintenance fees have been subse-
quently modified by Public Law 97-247, enacted August
27, 1982; Public Law 98-622, enacted November 8,
1984; Public Law 102-204, enacted December 10, 1991;
and Public Law 102-444, enacted October 23, 1992,

Patent Maintenance Division

The Patent Maintenance Division provides special-
ized advice and guidance to the public on maintenance
fee matters, sets policy and provides guidelines to the
Entity and Status Branch.

The Entity and Status Branch determines the proper
status of issued patents which are subject to payment
of maintenance fees; receives and processes fee
transmittals; determines small entity status; responds to
public inquiries on post—issuance status and mainte-
nance fees; determines if patents have expired and/or
can be revived; and determines if maintenance fees are
timely and properly computed. This Branch also
produces Official Gazette notices of maintenance fees
due and of expiration of patents due to failure to pay
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maintenance fee addresses in a patent post-lssuance
automated file.

Office of Public Records Dissehiihation Support Division

Records Maintenance Branch -

The Records Maintenance Branch'updates patent

post issuance automated files usmg the following infor-
mation:

(1) Change of Address

(2) Powers of Attorney and Revocations Thereof

(3) Withdrawals of Attorneys and Agents

(4) Small Entity Status

The official mailing address for submitting requests

to update all post—issuance patent information is:

Commissioner of Patents and Trademarks

ATTN: Office of Public Records

Dissemination Support Division

North Tower 10B10

Washington, D.C. 20231

2504 Patents Subject to Maintenance Fees

37 CFR 1.362. Time for payment of maintenance fees.

(a) Maintenance fees as set forth in § 1.20{c) through (g) are
required to be paid in all patents based on applications filed on or after
December 12, 1980, except as noted in paragraph (b) of this section, to
maintain a patent in force beyond 4, 8, and 12 years after the date of
grant.

(b) Maintenance fees are not required for any plant patents or any
design patents. Maintenance fees are not required for a reissue patent if
the patent being reissued did not require maintenance fees.

(c) The application filing dates for purposes of payment of
maintenance fees are as follows:

(1) For an application not claiming benefit of an earlier applica-
tion, the actual United States filing date of the application.

(2) For an application claiming benefit of an earlier foreign
application under 35 U.S.C. 119, the United States filing date of the
application.

(3) For a continuing {continuation, division, continuation—in—
part) application claiming the benefit of a prior patent application under
35 U.S.C. 120, the actual United States filing date of the continuing
application.

(4) For a reissue application, the United States filing date of the
original non—reissue application on which the patent reissued is based.

(5) Foraninternationalapplicationwhich hasenteredthe United
States as a Degignated Office under 35 U.S.C. 371, the international
filing date granted under Article 11 (1) of the Patent Cooperation Treaty
which is considered to be the United States filing date under 35 U.S.C.
363.

{d) Maintenance fees may be paid in patents without surcharge
during the periods extending respectively from:

(1) 3yearsthrough 3 yearsand 6— months after grant for the first
maintenance fee,
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(2) 7yearstbmugh 7yearsmd6mnthsaftergrantforthe '

o secoud mmntenance fee, and-

3 11 years through 11 years and 6 months aftzr grant for the :

- thu'd maintenance fee. -

(e antenance fees may be pald wrth the surcharge set fortb in§

1. 20(h) during the respective grace periods after: -
(1) 3.years and 6 months and’ tbrough the day of the 4th
annwersary of the grant for the first maintenance fee, ~ _
@7 years and 6 ‘months and’ through the day of the 8th'

| anniversary of the grant for the second maintenance fee,and -

~ (3) 11 years and 6 monthz and through the day of the 12th
anniversary of the grant for the: third maintenance fee. _

(f) If the last day for paying a maintenance fee without surcharge
set forth in paragraph (d) of this section, or the last day for paying a
maintenance fee withsurcharge set forthin paragraph (¢) of thissection,
falls on a Saturday, Sunday, or a federal holiday within the District of
Columbia, the maintenance fee and anynecessary surcharge maybe paid
under paragraph (d) or paragraph (¢) respectively on the next succeed-
ing day which is not a Saturday, Sunday, or federal holiday.

(&) Unless the maintenance fee and any applicable surcharge is paid
within the time periods set forth in paragraphs (d), (), or (f) of this section,
the patent will expire as of the end of the grace period set forth in paragraph
(e) of this section. A patert which expires for the failure to pay the
maintenance fee will expire at the end of the same date (anniversary date)
the patent was granted in the 4th, 8th, or 12th year after grant.

Maintenance fees are required to be paid on all pat-
ents based on applications filed on or after December 12,
1980, except for plant patents and design patents. Fur-
thermore, maintenance fees are not required for a
reissue patent if the patent being reissued did not re-
quire maintenance fees.

Application filing dates for purposes of determining
whether or not a patent is subject to payment of mainte-
nance fees are as follows:

(1) For an application not claiming benefit of an ear-
lier application, the actual United States filing date of
the application.

(2) For an application claiming benefit of an earlier
foreign application under 35 U.S.C. 119, the actual
United States filing date of the application.

(3) For a continuing (continuation, division, continu-
ation—in-part) application claiming the benefit of a
prior patent application under 35 U.S.C. 120, the actual
United States filing date of the continuing application.

(4) For a reissue application, including a continuing
reissue application claiming the benefit of a reissne
application under 35 U.S.C. 120, the United States filing
date of the original nonreissue application on which the
patent reissued is based.

(5) For an international application that has entered
the United States as a Designated Office under
35US.C. 371, the international filing date granted
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under Article 11(1) of the Patent Cooperation Treaty

which is considered to be the United States filing date

under 35 U.S.C. 1363

2506 Times for Submitting Maintenance Fee
Payments :

37 CFR 1.362(d) sets forth the time periods when the
maintenance fees for a utility patent can be paid without
surcharge. Those periods, referred to generally as the
“window period,” are the 6—month periods preceding
each due date. The “due dates” are defined in 35 U.S.C.
41(b). The window periods are (1) 3 years to 3 1/2 years
after the date of issue for the first maintenance fee pay-
ment, (2) 7 years to 7 1/2 years after the date of issue for
the second maintenance fee payment, and (3) 11 years to
11 1/2 years after the date of issue for the third and final
maintenance fee payment. A maintenance fee paid on
the last day of a window period can be paid without sur-
charge. The last day of a window period is the same day
of the month the patent was granted 3 years and 6—
months, 7 years and 6 months, or 11 years and 6 months
after grant of the patent.

37 CFR 1.362(e) sets forth the time periods when the
maintenance fees for a utility patent can be paid with sur-
charge. Those periods, referred to generally as the
“grace period,” are the 6—month periods immediately
following each due date. The grace periods are (1) 3 1/2
years and through the day of the 4th anniversary of the
grant of the patent, (2) 7 1/2 years and through the day of
the 8th anniversary of the grant of the patent and, (3) 11
1/2 years and through the day of the 12th anniversary of
the grant of the patent. A maintenance fee may be paid
with the surcharge on the same date (anniversary date)
the patent was granted in the 4th, 8th, or 12th year after
grant to prevent the patent from expiring.

Maintenance fees for a reissue patent are due based
upon the schedule established for the original utility
patent.

If the day for paying a maintenance fee falls on a
Saturday, Sunday, or a Federal holiday within the
District of Columbia, the maintenance fee may be paid
on the next succeeding day that is not a Saturday,
Sunday, or Federal holiday. For example, if the window
period for paying a maintenance fee without a surcharge
ended on a Saturday, Sunday, or a Federal holiday within
the District of Columbia, the maintenance fee can be
paid without surcharge on the next succeeding day that is
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nota Saturday, Sunday, or a Federal hohday within the

District ofColumbia. Likewise, if the. grace period for

paying a maintenance fee with a surcharge ended on a
Saturday, Sunday, or a Federal holrday within the
District of Columbia, the mamtenance fee can be paid
with surcharge on the next succeeding day that is not a
Saturday, Sunday, or a Federal holiday within the Dis-
trict of Columbia. In the latter situation, the failure to
pay the maintenance fee and surcharge onthe next
succeeding day that is not a Saturday, Sunday, or a Fed-
eral holiday within the District of Columbia will result in
the patent expiring on a date (4, 8, or 12 years after the
date of grant) earlier than the last date on which the
maintenance fee and surcharge could be paid. This situ-
ation results from the provisions of 35 U.S.C. 21, but tho-
seprovisions do not extend the expiration date of the
patent if the maintenance fee and any required sur-
charge are not paid when required. For example, if the
grace period for paying a maintenance fee with a sur-
charge ended on a Saturday, the maintenance fee and
surcharge could be paid on the next succeeding business
day; e.g., Monday, but the patent will have expired at
midnight on Saturday if the maintenance fee and sur-
charge were not paid on the following Monday. There-
for, if the maintenance fee and any applicable surcharge
are not paid, the patent will expire as of the end of the
grace period as listed above. A patent that expires for
failure of payment will expire on the anniversary date the
patent was granted in the 4th, 8th, or 12th year after the
grant.

2510 Mailing Address for Maintenance Fee
Documents

The mailing address for all communications concern-
ing maintenance fee payments is:

Commissioner of Patents and Trademarks
Box M Fee
Washington, D.C. 20231

37 CFR 1.366(b) provides that the certificate of
mailing procedures of 37 CFR 1.8 or the mailing by
“Express Mail” provisions of 37 CFR 1.10 may be uti-
lized in paying maintenance fees. The specific require-
ments of either 37 CFR 1.8 or 1.10 must be fully complied
with if the benefits of either are desired. See MPEP
§ 512 and § 513.
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2511 Submission of Maintenance Fee
Documents by Facsnmile

Payment of a mamtenance fee is accepted via facsim- - -
ile, when charged to a deposit account. In addition,

requests pertaining to post—issuance documents, such
as change of correspondence address, assignment of fee
address, etc., may be submitted by facsimile.

37 CFR 1.366(b) provides that the certificate of
transmission procedure of 37 CFR 1.8 may be utilized in
paying maintenance fees. The specific requirements of
37 CFR 1.8 must be fully complied with if the benefits
thereof are desired.

2515 Information Required for Submission of
Maintenance Fee Payment

37 CER 1.366. Submission of maintenance fees.

(a) The patentee may pay maintenance fees and any necessary
surcharges, or any person or organization may pay maintenance feesand
any necessary surcharges on behalf of a patentee. Authorizationby the
patentee need not be filed in the Patent and Trademark Office to pay
maintenance fees and any necessary surcharges on behalf of the
patentee.

(&) Amaintenancefeeand anynecessarysurcharge submitted fora
patentmustbesubsnittedinthe amount dueon the date the maintenance
fee and any necessary surcharge are paid and may be paid in the manner
set forth in § 1.23 or by an authorization to charge a deposit account
established pursuant to § 1.25. Payment of a maintenance fee and any
necessary surcharge or the authorization to charge a deposit account
must be submitted within the periods set forth in § 1.362(d), (e), or (f).
Any payment or authorization of maintenance fees and surcharges filed
at any other time will not be accepted and will noi serve as a payment of
the maintenance fee except insofar as a delayed payment of the
maintenance fee is accepted by the Commissioner in an expired patent
prirsuant to a petition filed under § 1.378. Any authorization to charge a
deposit account must authorize the immediate charging of the mainte-
nance fee and any necessary surcharge to the deposit account. Payment
of less than the required amount, payment in a manner other than shat
set forth in § 1.23, or the filing of an authorization to charge a deposit
account having insufficient funds will not constitute payment of a
maintenance fee or surcharge on apatent. Thecertificate proceduresof
either § 1.8 or § 1.10 may be utilized in paying maintenance fees and any
necessary surcharges. '

(c) Insubmitting maintenance fees and any necessary surcharges,
identification of the patents for which maintenance fees are being paid
must include the following:

(1) The patent number, and
(2) The serial number of the United States application for the
patent on which the maintenance fee is being paid.

(d) Payments of maintenance fees and any surcharges should
identify the fee being paid for each patent as to whether itis the 31/2,7
1/2, or 11 1/2 year fee, whether small entity status is being changed or
claimed, the amount of the maintenance fee and any surcharge being
paid, any assigned payor number, the patent issue date, and the United
States application filing date, If the maintenance fee and any necessary
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surchatgelsbemgpald onarelssue patent,the paymentmust ldentlfythe
reissue patent by reissue patent number and reissue application serial

number as requited by paragraph (c) of thls section and should also
includethe original patent numbcr, theongmal patentlssuedate and the
original United States application filing date.

(e) Maintenance fee paymems and surdmrge pm mla!mg
thereto must be submitted separate from any other payments for fees or
charges, whether submitted in the manner set forth in § 1.23 or by an
authorization ¢o charge a deposit. account, If maintenance fee and
surcharge payments for more than one patent are submitted together,
they should be submitted on as few sheets as possible with the patent
numbers listed in increasing patent number order. If the payment
submitted is insufficient to cover the main- tenance fees and surcharges for
allthe listed patents, the payment will be applied in the order the patents
are listed, beginning at the top of the listing.

(f) Notification of any change in status resulting in loss of
entitlement tosmall entity status must be filed in a patent prior to paying,
oratthetime of paying, the earliestmaintenancefeg due afterthedate on
which status as a small entity is no longer appropriate. Sce § 1.28(b).

(g) Mzintenance fees and surcharges relating thereto will not be
refunded except in accordance with §§ 1.26 and 1.28(a).

37 CFR 1.366 establishes the guidelines and proce-
dures for submission of maintenance fees, including any
necessary surcharges. The patentee may pay mainte-
nance fees and any necessary surcharges or any person or
organization may pay maintenance fees and any neces-
sary surcharges on behalf of the patentee without filing
in the Office evidence of authorization by the patentee
to pay maintenance fees. This will enable patentees to
pay the maintenance fees and any necessary surcharges
themselves or authorize some person or organization to
pay maintenance fees and any necessary surcharges on
their behalf. No verification of the authority to pay main-
tenance fees and any necessary surcharges in a particular
patent will be made by the Office. While anyone may pay
the maintenance fees and any necessary surcharges
on a patent, any Office notices relating to maintenance
fees will be mailed to the “fee address” set forth in 37
CFR 1.363.

A maintenance fee and any necessary surcharge for a
patent must be submitted in the amount due on the date
the maintenance fee and any necessary surcharge are ‘
paid, and at the proper time; i.e., within the periods set
forthin37 CFR 1.362. If the amount of the maintenance
feeis correct on the date it is paid and credited to the pat-
ent, a later change in the maintenance fees to reflect a
new fee amount will not require a modification in the
amount paid. However, in order for the maintenance fee
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to be considered paid, it must be submitted in accor-
dance with 37 CFR 1.366.

Maintenance fee payments and any necessary sur-
charges must include the Patent Number and the Ap-
plication/Serial Number as required by 37 CFR 1.366(c).

The serial number required to be submitted is not that of
a prior parent application, but rather the actual applica-

tion that matured into the patent for which maintenance
fees are to be paid. If the maintenance fee is being paid

on a reissue patent, the serial number reqﬁited is that of
the reissue application. Since this required information
will be used as a cross—check to ensure that the mainte-
nance fee is properly credited, the application serial
number must correspond to the patent that issued there-
from. Ifless than the required information is submitted,
the Office will not credit the payment. Additionally, if
notice is required that the proper identifying data has
not been submitted, it would result in requiring the pay-
ment of a surcharge if the necessary data is submitted af-
ter the window period closes. If the required information
is not submitted until after the end of the grace period,
the patent would have expired because of the failure to
properly identify the patent to which the maintenance
fee payment is to be credited prior to the expiration of
the grace period. The patentee in such circumstance
could proceed under 37 CFR 1.378 (see MPEP § 2590), if
appropriate, or could file a petition under 37 CFR 1.377
(see MPEP § 2580) within the period set therein seeking
to have the maintenance fee accepted as timely even
though all of the required identifying data was not pres-
ent prior to expiration of the grace period.

Under 37 CFR 1.366(d), the following information
should also be submitted for each patent on which a
maintenance fee or surcharge is paid (37 CFR 1.366(d)):
(1) the United States Application Filing Date, (2) the
Issue Date, (3) the Fee Year (e.g., 3', 7%, or 114 year
fee), (4) the amount of the maintenance fee and any
surcharge being submitted, (5) any assigned payor num-
ber, and (6) whether small entity status is being
changed or claimed with the payment. Where the pay-
ment is a maintenance fee and any necessary surcharge
on a reissue patent, in addition to the information
requested for all payments, it is requested that the origi-
nal patent number, original issue date, and the original
U.S. application filing date be furnished. The reason for
requesting this additional information is that the
original issue date and the original U.S. application filing
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date are the dates that control if and when mamtenance ‘

- fees must be. pald to prevent the reissue patent from
expiring. -Although the submission of the information
requested under 37 CFR 1. 366(d) is not mandatory, it
‘would expedite the processing of maintenance fee pay-

ments. In addition, the indication of the fee code used by

- the Office would assist in proper financial credltmg of
~the maintenance fee within the Office.
suggested that the telephone number of the person sub-

It is also

mitting the maintenance fee be supplied.

The required information is considered to be the
least that can be required to make a cross~—check and
thus ensure that the maintenance fee is being credited to
the proper patent. An error in either the patent issue
date or the application filing date, or both, by the person
paying the maintenance fee would not result in a refusal
to accept the maintenance fee and to credit the payment
thereof to the patent, if the patent number and the U.S.
application serial number were correct; i.e., in agree-
ment. However, if any error included either the patent
number or the U.S, application serial number such that
they were not in agreement, the payment would not be
accepted and credited until correction was made. The
date of the correction would be the date the mainte-
nance fee payment is credited as being made.

The Maintenance Fee Transmittal Form, PTO/SB/4S, is
suggested when submitting maintenance fees. This form is
available, upon request, from the Patent Maintenance
Division.

The Office processes fees in the order in which they
are presented. If payment submitted is insufficient to
cover the maintenance fees and surcharges for all
patents listed, and there is no authorization to charge a
deposit account, the payment will be applied in the order
the patents are listed, beginning at the top of the listing.

2520 Maintenance Fee Amoumnts

37 CFR 1.20(e)—(h) sets the fee amounts for the
maintenance fees and the grace period surcharge. The
maintenance fee amounts are subject to adjustment to
reflect fluctuations occurring in the Consumer Price
Index pursuant to 35 U.S.C. 41(f). The maintenance fee
amounts (37 CFR 1.20(e)—(h)) are subject to a 50%
reduction for small entities pursuant to 35 U.S.C. 41(h).
The Patent Maintenance Division may be contacted for
the current maintenance fee amounts.
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in accordance with 37 CFR 1.26 and 1.28(a). A patentee
cannot obtain a refund ofa mamtenance fee whlch was

due and payable on the patent. Any duplicate payment '

will be refunded to the fee address

- 2822 Methods of Payment

The maintenance fee and any necessary surcharge

may be paid in the manner set forth in 37 CFR 1.23; i.e.,
it should be in United States specie (e.g., cash), Treasury
notes, national bank notes, post officc money orders, or
by certified check As indicated in 37 CFR 1.23, if the
maintenance fee and any necessary surcharge is sent in
any other form, the Office may delay or cancel the credit
until collection is made. For example, a personal or oth-
er uncertified check drawn on a U.S. bank that is not im-
mediately negotiable; e.g., because of a lack of a signa-
ture or insufficient funds, will not constitute payment of
a maintenance fee and/or surcharge. Any remittance
from a foreign country must be payable and immediately
negotiable in the United States for the full amount of the
maintenance fee and/or surcharge required.

37 CFR 1.366(b) provides that maintenance fees and
any necessary surcharge may be paid by authorization to
charge a deposit account established pursuant to 37 CFR
1.25. The authorization to charge the deposit account
must be submitted within an appropriate window or
grace period and must be limited to maintenance fees
and surcharges payable on the date of submission. The
authorization to charge the deposit account cannot be
submitted prior to the third, seventh, or eleventh year af-
ter grant of the patent. If an authorization to charge a
deposit account were submitted to pay the maintenance
due at 3 years and 6 months after grant, a new authoriza-
tion to charge a deposit account or other form of pay-
ment will have to be submitted at the appropriate time
for each of the maintenance fees due at 7 years and 6
months and 11 years and 6 months. Any payment or au-
thorization filed at any time other than that set forth in
37 CFR 1.362(d), (e), or (£f) will not serve as a payment of
the maintenance fee, except insofar as a delayed pay-
ment of the maintenance fee is accepted by the Commis-
sioner pursuant to 37 CFR 1.378. See MPEP § 2590. A
payment of less than the required amount, a payment in
a manner other than that set forth in 37 CFR 1.23, or the
filing of an authorization to charge a deposit account
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37 CFR1 366(g) provndes that mamtenance fees and .
surcharges relating thereto will not be refunded except" '
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: k'fhavmg msufflcxent funds, wﬂl not constltute payment of

a maintenance fee ona patent. The authonzatlon is re-

_~ quued to authonze the immediate chargmg of the main-
_tenance fee to the deposxt account.  An’ authonzatlon

would be improper if it only authorized the maintenance
fee to be charged at a later date; e.g., on the last pos-sible:
day of payment without surcharge. Such an authoriza-
tion would not sérve as payment of the maintenance fee.

Any payment which fails to- result in the entire proper
amount of the maintenance fee being present on the due
date will not constitute payment of the maintenance fee.

Maintenance fee payments and any surcharges relat-
ing thereto must be submitted separate from any other
payments for fees or charges, whether submitted in the
manner set forth in 37 CFR 1.23 or by authorization to
charge a deposit account, 37 CFR 1.366(¢). Mainte--

nance fee payments and surcharge payments relating
thereto that are comingled with payments for other fees
or charges; e.g., application filing fees, issue fees, docu-
ment supply fees, etc., will not be accepted. Mainte-
nance fees require processing by a separate area of the -
Office and are not processed in the same manner as oth-
er fees and charges. Maintenance fees for a number of
patents can be submitted together in one submission and
one payment. 37 CFR 1.366(¢) specifies that if mainte-
nance fee payments for more than one patent are sub-
mitted together, they should be submitted on as few
sheets as possible, listing the patent numbers in increas-
ing patent number order. If the payment submitted is in-
sufficient to cover the maintenance fees and any sur-
charges for all the listed patents, the payment will be ap-
plied in the order the patents are listed. In such a circum-
stance where the fees are insufficient, the maintenance
fee and any surcharge for one or more of the last listed
patents will not be paid.

Money orders and checks must be made payable to
the Commissioner of Patents and Trademarks. Remit-
tances from foreign countries must be payable and im-
mediately negotiable in the United States for the full
amount required.

It is not suggested that cash be sent by mail. Howev-
er, if cash is sent it will be at the risk of the sender and
should be sent via registered mail.

2530 Informalities

Informalities in the payment of maintenance fees oc-
cur when:
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(1) Payment was received without the patent and
application serial number, (2) Payment was received
~ with an incorrect patent or application serial number, (3)
Payment for a reissue patent was received and the reis-

sue patent number and/or the reissue application serial

number was not provided, (4) Payment was received;
however, additional funds are required due to surcharge
or fee increase, (5) Payment was received in an amount
for small entity; however, records do not indicate a state-
ment claiming small entity was received, or (6) Payment
was received after the patent expired. ,

If an informality occurs, notice will be sent to the
party submitting the maintenance fee provided the grace
period provided by 37 CFR 1.362(¢) has not expired.
Response to the informality is required prior to expira-
tion of the grace period in order to avoid the expiration
of the patent. If a response is not received prior to expi-
ration of the patent, then an appropriate petition under
37 CFR 1.377 or 1.378 is required. See MPEP § 2580
and § 2590.

2540 Fee Address for Maintenance Fee
Purposes

37 CFR 1.363. Fee address for maintenance fee purposes.

(a) Allnotices, receipts, refunds, and other communications relat-
ing to payment or refund of maintenance fees will be directed to the
correspondence address used during prosecution of the application as
indicated in § 1.33(a) unless:

(1) A“feeaddress” for purposes of payment of maintenance fees
is set forth when submitting the issue fee, or

(2) A change in the correspondence address for all purposes is
filed after payment of the issue fee, or

(3) A “fee address” or a change in the “fee address” is filed for
purposes of receiving notices, receipts and other correspondence
relating to the payment of maintenance fees after the payment of the
issue fee, in which instance, the latest such address will be used.

(b) An assignment of 2 patent application or patent does not result
in a change of the “correspondence address” or “fee address” for
maintenance fee purposes.

All notices, receipts, refunds and other communica-
tions relating to the payment or refund of a maintenance
fee will be directed to the correspondence address used
during the prosecution of the application, unless a “fee
address” for the purpose of payment of the maintenance
fee has been designated or a change in the correspon-
dence address has been made (see MPEP § 2542).
37 CFR 1.33(d) allows a correspondence address or
change thereto to be filed during the enforceable life of
the patent. Due to the possible expiration of a patent for
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- failure to timély pay a required maintenance fee, paten-

tees should ensure that the Office is properly notified of
the proper “fee address” to which all maintenance fee

‘communications are to be directed.

Under the statutes and regulatlons, the Ofﬁw has no

~ duty to notify patentee of the requirement to pay main-

tenance fees or to notify patentee when the maintenance
fee is due. Itissolely the responsibility of the patentee to
ensure that the maintenance fee is paid timely to prevent
expiration of the patent. The failure to receive the re-

‘minder notice will not shift the burden of monitoring the

time for paying a maintenance fee from the patentee to
the Office. The Office will attempt to assist patentees
through the mailing of a Maintenance Fee Reminder in
the grace period. However, the failure to receive a Main-
tenance Fee Reminder will not relieve the patentee of
the obligation to timely pay the appropriate mainte-
nance fee to prevent expiration of the patent, nor will

it constitute unavoidable delay if the patentee secks to
reinstate the patent under 37 CFR 1.378(b); see In re Pat-
ent No. 4,409,763, 7 USPQ2d 1798 (Comm’r Pat, 1988),
aff’d Rydeen v. Quigg, 748 F. Supp. 900, 16 USPQ2d 1876
(D.D.C. 1990), aff’d without opinion (Rule 36), 937 F.2d
623 (Fed. Cir. 1991), cert. denied 60 U.S.L.W. 3520
(January 27, 1992). Maintenance fee correspondence
will not be directed to more than one address.

When arequest to designate a fee address is received,
it will be assigned a “Payor Number,” if the requester
currently has no “Payor Number” assigned. Requests for
the creation of a “Payor Number” should include the
name (company or individual), an attention line if appli-
cable, street address, city, state, zip code, and the area
code and telephone number. A “Payor Number” is as-
signed to each “fee address” in order to facilitate data
input and subsequent changes in the location of the “fee
address.”

The “Fee Address” Indication Form, PT(Q/SB/47,
and the Request for Payor Number Form, PTO/SB/46,
are suggested when requesting establishment of a “Fee
Address” or the assignment of a “Payor Number.” These
forms are available,upon request, from the Patent Main-
tenance Division. Requests for the establishment of a
“Fee Address” or the assignment of a patent to a “Payor
Number” should be submitted to the Patent Mainte-
nance Division prior to or at the time of payment of
maintenance fees in order to.ensure that receipt of pay-
ment is directed to the fee address.
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Addmonal patent numbers may be assngned to a
“Payor Number” at any time, with a written request.
The “Payor Number” of the Fee Address should be

referred to on all future maintenance fee payments in

order to expedite the payment.
2542 Change of Correspondence Address

Unless a fee address has been designated, all notices,
receipts, refunds, and other communications relating to
the patent will be directed to the correspondence ad-
dress used during the prosecution of the application.
Practitioners of record when the patent issues who do
not wish to receive correspondence relating to mainte-
nance fees must change the correspondence address in
the patented file or provide a fee address to which such
correspondence should be sent. It is not required that a
practitioner file a request for permission to withdraw
pursuant to 37 CFR 1.36 solely for the purpose of chang-
ing the correspondence address in a patented file, even
though a withdrawal of a practitioner would change the
correspondence address.

The correspondence address should be updated or
changed as necessary to ensure that all communications
are received in a timely manner. A change of correspon-
dence address may be made by the inventors named in
the patent, an attorney or agent of record, or by the
assignee complying with 37 CFR 3.73(b).

Requests for a change of the correspondence address
may be sent to the Office of Public Records, Dissemina-
tion Support Division, Records Maintenance Branch
during the enforceable life of the patent. To ensure accu-
racy and to expedite requests for change to the corre-
spondence address, it is suggested that the request in-
clude both the patent number and the application serial
number.

2550 Small Entity Status

In order to claim small entity status for the purpose of
paying a maintenance fee, a verified statement must be
filed prior to or with the maintenance fee paid as a small
entity. A verified statement is only required to be filed
once and will remain effective until changed.

37 CFR 1.366(f) serves as a reminder to patentees of
the necessity to check for the loss of small entity status
prior to paying each maintenance fee on a patent. This is
also a requirement of 37 CFR 1.28(b). The notification
of any change in status resulting in loss of entitlement to
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' small entity status must be filed in a patent prior to pay-

ing, or at the time of paying, the eatliest maintenance fee

© due after the date on which status as a small entity is no

longer appropnate If status as a small entity has been
previously established by filing a statement and such sta-
tus is checked and found to be proper, no notification is
required. It is not necessary to file new verified state-
ments claumng small entity status at this point if the sta-

~ tusasasmall entity has been established and is still prop-

er even if rights have been transferred to a small entity
who has not previously filed a verified statement. The re-
quirement is to notify the Office of the loss of entitle-
ment and to pay the maintenance fee in the proper
amount for other than a small entity where appropriate.
The refund provisions of 37 CFR 1.28(a) for later sub-
mitted small entity statements does apply to mainte-
nance fees.

2560 Revocation of Power of Attorney and
Withdrawal of Attorney

The revocation or withdrawal of an attorney may be
submitted at any time; however, it is recommended that
it be done well prior to the date a maintenance fee is due.

When processing a revocation of a power of attorney,
the Office of Public Records, Dissemination Support Di-
vision, Records Maintenance Branch forwards copies of
the completed action to the requester and the attorney
beingremoved. Also,a copy is placed in the patent file
wrapper.

When processing a withdrawal of an attorney, the Of-
fice of Public Records, Dissemination Support Division,
Records Maintenance Branch forwards copies of the
completed action to the attorney and the patent owner.
Also, a copy is placed in the patent file wrapper.

It should be noted that an assignment does not act as
a revocation of power of attorney for authorization pre-
viously given. However, the assignee of the entire inter-
est may revoke a previous power of attorney. See
37CFR3.71 and 3.73.

2570 Status Requests

The Patent Maintenance Division will respond to re-
quests for the status of patents. Status can be requested
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in person, by te-'lephdrqle‘,. or by facsimile. ‘TelephOne sta-

fus requests are limited to five patent numbers per tele-
phone call. In—person and facsimile requests are lnmt-
ed to 30 patent numbers.

When requesting status of a patent the patent and
application serial number must be provided to the Patent
Maintenance Division.

The Patent Maintenance Dmsnon has a form avail-
able, for the user’s convemience, when submitting
requests in person or via facsimile.

2575 Notices

Under the statutes and the regulations, the Office
has no duty to notify patentees when their maintenance
fees are due. Itis the responsibility of the patentee to en-
sure that the maintenance fees are paid to prevent expi-
ration of the patent. The Office will, however, provide
some notices asreminders that maintenance fees are
due, but the notices, errors in the notices, or the lack of
notices will in no way relieve a patentee from the respon-
sibility to make timely payment of each maintenance fee
to prevent the patent from expiring by operation of law.
The notices provided by the Office will be merely
courtesy in nature and intended to aid patentees. These
notices, errors in these notices, or the lack of notices will
in no way shift the burden of monitoring the time for pay-
ing maintenance fees on patents from the patentee to the
Office.

Preprinted Standard Notices

The patent grant currently includes a reminder no-
tice that maintenance fees may be due. The Notice of Al-
lowance currently includes a reminder notice that main-
tenance fees may be due.

Official Gazette Notice

A notice will appear in each issue of the Official
Gazette which will indicate which patents have been
granted 3, 7, and 11 years earlier, that the window period
has opened, and that maintenance fee payments will now
be accepted for those patents.

Another Official Gazette notice published after expi-
ration of the grace period will indicate any patent which
has expired due to nonpayment of maintenance fees and
any patents which have been reinsiated. An annual com-
pilation of such expirations and reinstatements will also
be published.

2500 - 9

Maintenance Fee Reminders
Since patentees are expected to maintain their own

record and docketing systems and since most patentees
are expected to pay their maintenance fees during the

-window period to prevent payment of a surcharge, the
- Office will not send any reminder notices to the patentee

until after the grace period has begun.: This will reduce
and simplify the mailing of notices but still give patentees
an opportunity to pay their maintenance fee with sur--
charge during the grace period before expiration of their
patents. The Office will mail any Maintenance Fee Re-
minder to the fee address as set forth in 37 CFR 1.363.
See MPEP § 2540.

Receipt Notices

The Office will issue a receipt for payment of mainte-
nance fees after entry of the maintenance fee payment.
Such a receipt will provide an opportunity for the paten-
tee to check if the Office has properly credited the pay-
ment. The original document submitted by the patentee
when paying the maintenance fee will also be appropri-
ately marked and returned to the fee address.

Expiration Notices

The Office will mail a Notice of Patent Expiration to
the fee address when Office records indicate that a
patent has expired for failure to pay a required mainte-
nance fee.

2580 Review of Decision Refusing to Accept
and Record Payment of a Maintenance
Fee Filed Prior to Expiration of Patent

37 CFR 1.377. Review of decision refusing to accept and record
payment of a maintenance fee filed prior to expiration of patent.

(a) Any patentee who is dissatisfied with the refusal of the Patent
and Trademark Office to accept and record a maintenance feewhich was
filed prior to the expiration of the patent may petition the Commissioner
to accept and record the maintenance fee.

(b) Any petition under this section must be filed within 2— months
of the action complained of, orwithin such other time asmaybe setinthe
action complained of, and must be accompanied by the fee set forth in
§ 1.17(h). The petition may include a request that the petition fee be
refunded if the refusal to accept and record the maintenance fee is
determined to result from an error by the Patent and Trademark Office.

(c) Any petition filed under this section must -comply with the
requirements of paragraph (b) of § 1.181 and must be signed by an
attorney or agent registered topractice before the Patent and Trademark
Office, or by the patentee, the assignee, or other party in interest. Such
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2590

petition must bein the form of a venﬁed statement if made by a person
not teglstered to pracnce before the Patent and 'Il'ademark Ofﬁee E

37 CFR 1. 377 provxdes a mechanlsm for revxew of a
decision refusmg to accept and record payment of a

maintenance fee filed prior to the expiration of a patent.

37 CFR 1.377(a) permits a patentee who is dissatisfied

with the refusal of the Office to accept and record a -
maintenance fee which was filed prior to the explratlon;

of the patent to petltlon the Commissioner to accept and
record the maintenance fee. This petition may be used,

for example, in situations where an error is presentinthe

identifying data required by 37 CFR 1.366(c) with the
maintenance fee payment; i.e., either the patent number
or the application serial number are incorrect. See
MPEP § 2515. A petition under 37 CFR 1.377 would not
be appropriate where there is a complete failure to
include at least one correct mandatory identifier as re-
quired by 37 CFR 1.366(c) for the patent since no evi-
dence would be present as to the patent on which the
maintenance fee was intended to be paid. If the mainte-
nance fee payment with an incorrect mandatory identifi-
er was made near the end of the grace period, the patent
might expire since the Office would not credit the fee toa
patent. A petition under 37 CFR 1.377 would not be
appropriate where the patentee paid a maintenance fee
on one patent when the patentee intended to pay the
maintenance fee on a different patent but through error
identified the wrong patent number and application seri-
al number. Likewise, a petition under 37 CFR 1.377
would not be appropriate where the entire maintenance
fee payment, including any necessary surcharge, was not
filed prior to expiration of the patent.

Any petition filed under 37 CFR 1.377 must be filed
within 2— months of the action complained of, or within
such other time as may be set in the action complained
of. The petition must be accompanied by the proper peti-
tion fee. The petition may include a request that the peti-
tion fee be refunded if the refusal to accept and record
the maintenance fee is determined to have resulted from
an error by the Office.

Any petition filed under 37 CFR 1.377 must comply
with the requirements of 37 CFR 1.181(b) and must be
signed by an attorney or agent registered to practice
before the Office, or by the patentee, the assignee, or
other party in interest. A person or organization whose
only responsibility insofar as the patent is concerned is
the payment of a maintenance fee is not a party in inter-
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. est for purposes 37 CFR 1 377 The petltlon must be in
. ‘the form of verified statement if made by a person not-
o reglstered to practice before the Office. Ifthe petition is
signed by a person not reglstered to: practlce before the .. .
Office, the petition must mdlcate whether the person < T

signing the petition is the- patentee, ass1gnee, or other "
party in interest. An assignee must comply with the re-

-~ quirements of 37 CFR 373(b) Wthh is: dlscussed in

MPEP §324. o
- Any petltlon under 37 CFR 1 377 should be marked )
on the front page of the commumcatlon to the attentlon'

~ of the Office of Petitions and addressed as follows

Commnssnoner of Patents and
Trademarks
Box DAC

Washington, D.C. 20231

By mail:

2590 Acceptance of Delayed Payment of
Malntenance Fee in Expired Patent to
Reinstate Patent

37 CFR 1.378. Acceptance of delayed payment of maintenance
fee in expired patent to reinstate patent.

(a) TheCommissionerimayaccept the paymentofanymaintenance
fee due on a patent after expiration of the patent if, upon petition, the
delay in payment of the maintenance fee is shown to the satisfaction of
the Commissioner to have been unavoidable (paragraph (b) of this
section) or unintentional (paragraph (c) of this section) and if the
surcharge required by § 1.20(i) is paid as a condition of accepting
payment of the maintenance fee. If the Commissioner accepts payment
of the maintenance fee upon petition, the patent shall be considered as
not having expired, but will be subject to the conditions set forth in
35 US.C. 41(c)(2).

(b) Any petition to accept an unavoidably delayed payment of a
maintenance fee filed under paragraph (a) of this section must include:

(1) the required maintenance fee set forth in § 1.20 (e)—(g);

(2) the surcharge set forth in § 1.20(i)(1); and

(3) ashowing that the delay was unavoidable since reasonable
care was taken to ensure that the maintenance fec would be paid timely
and that the petition was filed promptly after the patentee was notified
of, or otherwise became aware of, the expiration of the patent. The
showing mustenumerate thesteps taken to ensure timely paymentof the
maintenance fee, the date and the manner in which patentee became
aware of the expiration of the patent, and the steps taken to file the
petition promptly.

(c) Any petition to accept an unintentionally delayed payment of a
maintenance fee filed under paragraph (a) of this section must be filed
within twenty—four months after the six—month grace period provided
in § 1.362(¢) and must include: -

(1) the required maintenance fee set forth in § 1.20 (€)—(g);

(2) the surcharge set forth in § 1.20(i)(2); and

(3) astatement that the delay in payment of the maintenance fee
was unintentional.
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(d) Anypetmon undertbnssechonmustbesngnedbyanattomeyor'
agent registered to practice before the Patent and'ﬁ'ademarkOﬁice or
by the patentee, the assignee, of other party in interest, Such petltlon L
must be in the form of a verified statement if made by a person not -

- registered to practice before the Patent and Trademark Office.

(e) Reconsiderationofadecision refusmg to aoceptamamtenance o
fee upon petition filed pursuant to paragraph (a) of this section maybe
obtained by filing a petition for reconsideration within two— monthsof, °
or such other time as set in, the decision refusing to accept the delayed - -
payment of the maintenance fee. Any such petition for reconsideration - .

must be accompanied by the petition fee set forth in § 1. 17(h).” After

decision on the petition for recorisideration, no further reconsideration
or review of the matter will be undertaken by the Commissioner. If the -
delayed payment of the maintenance fee is not accepted,, the mainte- .-
nance fee and the surcharge set forth in § 1.20() will be refunded -
following the decision on the petition for reconsideration, or after the

expiration of the time for filing such a petition for reconsideration, if
none is filed. Any petition fee under this section will not be refunded
unless the refusal to accept and record the maintenance fee is deter-
mined to resuit from an error by the Patent and Trademark Office.

37 CFR 1.378(a) provides that the Commissioner

may accept the payment of any maintenance fee due ona
patent based on an expiration of the patent if, upon peti-
tion, the delay in payment of the maintenance fee is
shown to the satisfaction of the Commissioner to have
been unavoidable or unintentional. The appropriate
surcharge set forth in §1.20(i) must be paid as a condi-
tion of accepting payment of the maintenance fee. The
surcharges set at 37 CFR 1.20(i) are established pur-
suant to 35 U.S.C. 41(c) and, therefore, are not subject to
small entity provisions of 35 U.S.C. 41(h). No separate
petition fee is required for this petition. If the Commis-
sioner accepts payment of the maintenance fee upon
petition, the patent shall be considered as not having ex-
pired but will be subject to the intervening rights and pro-
visions of 35 U.S.C. 41(c)(2).

Any petition under 37 CFR 1.378(b) or (c) should be
marked on the front page of thc communication to the
attention of the Office of Petitions and addressed as
follows:

Commissioner of Patents and
Trademarks

Box DAC

Washington, D.C, 20231

By mail:

Any petition under 37 CFR 1.378 must be signed by
an attorney or agent registered to practice before the
Patent and Trademark Office, or by the patentee, the as-
signee, or other party in interest. A person or organiza-
tion whose only responsibility insofar as the patent is
concerned is the payment of a maintenance fee is not a
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- tion must be in the form: ofa venﬁed statement if made
by a person not. reglstered to practnce before the Patentr o
“and Trademark Office. If the petition is sngned by a per-
_son not reglstered to practlce before the Ofﬁce, the peti-

* tion must mdlcate that the person sngmng the petltlon is

“the patentee, assignee, or other party in interest. An

‘assignee - must - comply - ‘with- “the requnrements of

o3 CFR 3. 73(b) which is dlscussed in MPEP § 324. R

- 37CFR 1L 378(e) provndes a mechanism for obtammg o

, reconsnderatlon of a decision refusing to accept amain-

tenance fee upon petltlon filed pursuant to paragraph'
(). This mechanism is a petltlon for- reconsnderatlon ‘
which may be filed within 2 months of, or such other time
as set in the decision refusing to accept the delayed pay-
ment of the maintenance fee. In contrast to petitions
filed under paragraph (a), the petition for reconsidera-

tion requires the petition fee set forth in 37 CFR |

1.17(h). After a decision on the petition for reconsidera-
tion, no further reconsideration or review of the matter
will be undertaken by the Commissioner. - The mainte-
nance fee and the surcharge submitted will be refunded
if the delayed payment of the maintenance fee is not
accepted. The refund will be made following the deci-
sion on the petition for reconsideration, or after the ex-
piration of the time for filing such a petition for reconsid-
eration, if none is filed. The petition fee for filing the
petition for reconsideration will not be refunded unless
the refusal to accept and record the maintenance fee is
determined to result from an error by the Office.

Unavoidable Delay

37 CFR 1.378(b) provides that a patent may be rein-
stated at any time following expiration of the patent for
failure to timely pay a maintenance fee. A petition to
accept late payment of a maintenance fee, where the
delay was unavoidable, must include (1) the required
maintenance fee set forth in § 1.20 (e)—(g), (2) the sur-
charge set forth in § 1.20(i) (1), and (3) a showing that
the delay was unavoidable since reasonable care was tak-
en to ensure that the maintenance fee would be paid
timely and that the petition was filed promptly after the
patentee was notified of, or otherwise became aware of,
the expiration of the patent.

The required showing must enumerate the steps tak-
en to ensure timely payment of the maintenance fee, the
date and the manner in which patentee became aware of
the expiration of the patent, and the steps taken to file
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the petition promptly. Furthermore, an adequate show-

ing requires a statement by all persons with direct knowl-

edge of the cause of the delay, setting forth the facts as

_they know them. Such a statement must be venfied if -
made by a person not registered to practice before the

Patent and Trademark Office. Copies of all documentary
evidence referred to in a statement should be furmshed
as exhibits to the statement.

Acceptance of late payment of a maintenance fee un-
der 37 CFR 1.378(b) is considered under the same stan-
dard as that for reviving an abandoned application under
35U.S.C. 133 because 35 U.S.C. 41(c)(1) uses the identi-
cal language; i.e. unavoidable delay. Decisions on reviv-

ing abandoned applications have adopted the “reason- -

ably prudent person” standard in determining if the
delay in responding to an Office action was unavoidable,
Ex parte Pratt, 1887 C.D. 31, 32—33 (Comm’r Pat. 1887),
In re Mattullath, 38 App. D.C. 497, 514-515 (C.D. Cir.
1912); and Ex parte Henrich, 1913 C.D. 139,141 (Comm’r
Pat. 1913). In addition, decisions on revival are made on
a “case—by—case basis, taking all the facts and circum-
stances into account,” Smith v. Mossinghoff, 671 F.2d
533, 538, 213 USPQ 977,982 (D.C. Cir. 1982).

In view of the requirement to enumerate the steps
taken to ensure timely payment of the maintenance fee,
the patentee’s lack of knowledge of the need to pay the
maintenance fee does not constitute unavoidable delay;
see In re Patent No. 4,409,763, 7 USPQ2d 1798 (Comm:’r
Pat. 1988), aff’d Rydeen v. Quigg, 748 F. Supp. 900,
16 USPQ2d 1876 (D.D.C. 1990), aff’d without opinion
(Rule 36), 937 F2d 623 (Fed. Cir. 1991), cert. denied,
60 U.S.L.W. 3520 (January 27, 1992). Under the statutes
and regulations, the Office has no duty to notify paten-
tees of the requirement to pay maintenance fees or to
notify patentees when the maintenance fees are due. It
is solely the responsibility of the patentee to ensure that
the maintenance fee is timely paid to prevent expiration
of the patent. The lack of knowledge of the requirement
to pay a maintenance fee will not shift the burden of
monitoring the time for paying a maintenance fee from
the patentee to the PTO. Evidence that despite reason-
able care on behalf of the patentee and/or the patentee’s
agents, and reasonable steps to ensure timely payment,
the maintenance fee was unavoidably not paid, could be
submitted in support of an argument that the delay in
payment was unavoidable. For example, an error in a
docketing system c-x'd possibly result in a finding that a
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delay i in payment was unavmdable if 1t were shown that
reasonable care was exercised i in designing and operat-
ingthe wstem and if it were shown that the patentee took
reasonable steps to ensure that the patent was entered

_into the system to ensure tlmely payment of the mainte-
: nance fees. ,

Unmtenttonal Delay

Pubhc Law 102444 amended 35 U.S.C. 41(c)(1) to
permit the Commissioner to accept late payment of any
maintenance fee filed within 24 months after the
6—month grace period, if the delay in payment is shown
to the satisfaction of the Commtssnoner to have been
unintentional.

In addition to the timeliness deadline set forth in the
preceding paragraph, a petition filed under the uninten-
tional standard of 37 CFR 1.378(c) must include (1) the
required maintenance fee set forth in 37 CFR 1.20 (¢)
through (g), (2) the surcharge for an unintentionally ex-
pired patent as set forth in 37 CFR 1.20(i)(2), and (3) a
statement that the delay in payment of the maintenance
fee was unintentional. Such statement must be verified
if made by a person not registered to practice before the
Patent and Trademark Office.

A person seeking reinstatement of an expired patent
should not make a statement that the delay in payment of
the maintenance fee was unintentional unless the entire
delay was unintentional, including the period from dis-
covery that the maintenance fee was not timely paid until
payment of the maintenance fee. For example, a state-
ment that the delay in payment of the maintenance fee
was unintentional would not be proper when the paten-
tee becomes aware of an unintentional failure to timely
pay the maintenance fee and then intentionally delays
filing a petition for reinstatement of the patent under
37CFR 1.378.

Public Law 102—444 and 37 CFR 1.378(c) are effec-
tive as to any patent that would be covered by the literal
language of the sections. Public Law 102444 and inter-
im rule 37 CFR 1.378(c) were effective October 23, 1992.
Since Public Law 102—444 provides up to a 24—month
period after the 6—month grace period provided in
35 U.S.C. 41(c) to seek reinstatement of an expired pat-
ent where the delay was unintentional, any patent that
expired on or after October 23, 1990, for failure to timely
pay a maintenance fee is eligible for relief under 37 CFR
1.378(c). However, it should be noted that a petition to
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2591

* reinstate an- unmtentnonally expired patent, the reqmred |

‘maintenance fee, and the surcharge required under the
unintentional standard (37 CFR 1.20 (i) (2)) must be
filed within 24 months after the 6—month grace period
to be eligible for relief under the unintentional standard.

2591 Imewém ng Rights in Reinstated Patents

Intervening rights in reinstated patents are provided

by 35 U.S.C. 41(c) (2) which is reproduced in MPEP .

§ 2501. No patent, the term of which has been main-
tained as a result of the acceptance of a iate payment of a
maintenance fee, shall abridge or affect the right of any
person or his successors in business who made, pur-
chased, or used after the 6—month grace period but
prior to the acceptance of the late maintenance fee any-
thing protected by the patent, to continue the use of, or

2500 - 13

to sc!l to others to h@ used or sald ﬁﬁw sp»emﬁc thmg S
" made, purchased -or.used. A court: b@f@m which such
“matter is in question may pmwde for the. mmmued .
. manufacture, use, or sale of the: thing made, purchased,

or used as specified, or for the mamufacmre, use, or sale
of which substantial: prepamtmn was made after the
6— month grace pemd but before the acceptance of the
late maintenance fee, and it may also pmvnde for the
continued practice of any process, pmcuced or for the

- practice of which substamnal preparatmn was made, af- . -

ter the 6—month grace period but prior to the accep-
tance of the late maintenance fee, to the extent and un-
der such terms as the court deems equitable for the
protection of investments made or business commenced
after the 6—month grace period but before the accep-
tance of the late maintenance fee.

® © 000 @ 6000000000000
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MMNTENANCE FEE TRANSM“TAL Fom :
a7 ,:"" ‘“s."‘.‘{&mm'mmu' de
:  Weshinglon, D.C. -

'mmummﬁummmunmnwm»
5. DAmmhmds
; petents lo enclosed.

zljmmmunmmwums

Hem} - Wannlber® (ess mcrmzo) R ,

) % - 2 3 4
T : . :
2
3
é
§
€
7
¢

Sub-totele __ Columne3&4
Tetal Paymant Use additional eheats for isting additional pateis.

Malntenance Fee Codes:

183 (283 for small entity}..
184 (264 for smalf entity
185 (285 for amall entity
186 286 for small entity

“Due at 7.5 years

- 'Sumhargo {n‘lo payment within 6 months
Surcharge after expiration

F&ommmu»m

Respecifully submitted™: PAYOR'S NUMBER (i assigned)
(Payors neme): FEE ADDRESS
{Payor's Signaiure):

Nase: AS eorreapondenss will be ferwerded (o the “Fes Addrass® or to the *Corveagordencs

Addreas® i vo “Fao haw Hpsn 7 OFR 1.963.

CYWHERE MAINTENANCE FEE PAVKENTS ARE TO BE MADE BV AUTHOIMZATION TO CHRARGE A CEPOSIT ACCOUNT, PAVOR'S WAME AND JIGRATURE
SHOULD BOTH APPEAR I THE BOTTOM LEET CORNER OF THIE FOR,

PTO/SB/ 45 (10-92)

Pasent and Trademuk Office; U.S. DEPARTMENT OF COMMERCE

Rev. 1, Sept. 1995 2500 - 14



 MAINTENANCEFEES ey

mgsam) o

 Request for Payor Number

Address to: '
Cormeniasioner of Patonm and Trademarks
Box M. Fee .
Washington, DC 20231

To the Commissioner of Palents and Trademarks

Please assign a Payor Number to the Fee Addfess indicated below
(May be completed by the individual or organization which will be responsible for paying mamrenance
fees.)

Fee Address:

Payotr's name:

Payor's Telephone number:

Name of person signing request:
Respectiully submiited

{Signature) (Date)

(Note: Any Petent and Trademak Office notices relating to meaintenance fees in a particuler patent will be malled to the
‘Fee Address” set forth in 37 CFR 1.263 of recond in that particuler patent. The entty of a “Fee Address® in a particular
patent. or application in which the iceue fes has been paid must be requested by fling e paper identifying the patent or
epplication end signed by the owner of record or attomey ar egent of record.)

ian form PTG-16560) .
PTO/SE/ 46 (10-92) Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE

2500 - 15 Rev. 1, Sept. 1995



Payoernborlmcgmd

PA'I‘ENT NUMBER APPLICATION NUMBER
(i kmown) _ ,

(check one)
Pateniee . . o
Owner of record : ~Signature
Cwner's atiomney of agent of recard -

(Reg. No.) ¥ TS
C] Assignment recorded at Feet Frame yped or namo

Date
Address of signer:

PTO/SB/ 47 (10-92) Patent end Tredemark Office, U.S.DEPARTMENT OF OOMMBRCB

Rev. 1, Sept. 1995 2500 = 16.






