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period, the applicationshall be regarded sg sbandoned, enlessitischown
fes was unavoidable or uninteational.

(4) FILINGDATE —Thefilingdatecfaprovisional application
shali be the date on which the specification snd any required drawing are
received in the Patent and Trademark Office.

(5) ABANDONMENT—The provisions! application shafl be
regarded 23 sbandoned 12 wonths after the fling dute of such
application and shall not be swbject to revivel thereafier.

{6) OTHER BASISFORPROVISIONAL APPLICATION —
Suqeamﬂ(hemm-ﬂmmmmwnﬂe)ofm
!xtle,wdwptesabed!vym Cvmmniesione HCatE
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365(a) of s title or to the beneBitof un carlior Bling Jate in the United
States under section 129, 121, or 365(¢) of Gz tide.
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(@ APPLICATION PROVISIONS —-’l‘he pmvmons of this
title relating to applications for patent shall apply to provisionsl
applications for patent, except as otherwise provided, and except that -

provigional apphcat:ons for patent shall not be subject to sections 115,
131,135, and 157 of tlns tltle < ~ .

37 CFR 1 9 Deﬁnmons

b >(a)(l) vA national applmhon as used i this chapter meansa.

US. application for patentwhlchwnselther filed i in the Office under 35
U.S.C. 111, or which entered the national stage from an international
application after compliance with 35 US.C. 371 B
(2) Apmv:slona!amhcatlonasnsedmthwchaptermeansa U.sS.
natlonalapphcanonforpatentﬁledmtheOfﬁceundetSSU S.C.111(b).
3) Anonpwvmonal application asvsedin thischaptermeansa
U.S. national application for patent which was either filed in the Office
vnder 35 U.8.C. 111(a), or which entered the national stage from an
international application after compliance with 35 US.C. 371.<
(b) An international application as used in this chapter means an
international application for patent filed under the Patent Cooperation
Treaty prior to entering national processing at the Designated Office

stage.

R

National Applications (35 U.S.C. 111) vs. National Stage
Applications (35 U.S.C. 371)

>Nonprovisional and provisional applications are
national applications.< Treatment of national applica-
tions under 35 U.S.C. 111 and national stage applica-
tions under 35 U.S.C. 371 are similar but not identical.
Note the following examples:

(1) Restriction practice under MPEP § 806+ is ap-
plied to national applications under 35 U.S.C. 111> (a)<
while unity of invention practice under MPEP Chapter
1800 is applied to national stage applications under
35US.C. 371.

(2) National applications filed under 35 U.S.C.
111>(a)< without an executed oath or declaration or fil-
ing fee are governed by the notification practice set forth
in 37 CFR 1.53(d)>(1)< while national stage applica-
tions filed under 35 U.S.C. 371 without an oath or decla-
ration or national stage fee ** >are governed by the no-
tification practice < set forth in 37 CFR 1.494 and 1.495.

National patent applications fall under three broad
types: (1) - pplications for patent under 35 US.C. 101
relating to a “new and useful process, machine,
manufacture, or composition of matter, etc.”; (2) ap-
plications for plant patents under 35 US.C, 161; and
(3) applications for design patents under 35 US.C.
171. The first type of patents are sometimes referred
to as “utility” patents or “mechanical” patents when
being contrasted with plant or design patents. The spe-
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cialized procedure which pertains to the examination
of applications for design and plant patents are treated

in detail in Chapters 1500 and 1600, respectively. Na-

tional applications. include original >(nonprovisionat),

' provxsnonal < plant, design, reissue, divisional, and‘
continuation applications (which may be filed under -

37CFR153 37 CFR 1.60, 37CFR162),andoontmu-'

_ ation—~in—part applications (which may be ﬁled under~
f37CFR153or37CFR162). o -

_ 201 01 Sole

An apphcatlon wherein the n.ventlon is presented as
that of a single person is termed a sole application.

201.02 Jomt

A joint application is one in whlch the mventlon is
presented as that of two or more persons. See MPEP
§ 605.07.

201.03 Correction of Inventorship in an
Application [R—1]

Correction of inventorship is permitied by amend-
ment under 35 U.S.C. 116. If at least one of the correct
inventors has been named in an application but it is dis-
covered that correction of inventorship is necessary, ap-
plicants are advised to consider abandoning the applica-
tion and the filing of a continuing application under
37 CFR 1.53 with the correct inventive entity named.
This will eliminate the need for a petition for correction
of inventorship under 37 CFR 1.48. See 35 U.S.C. 120
and 37 CFR 1.78 regarding claiming the benefit of the fil-
ing date of a prior application. >The overlap of inven-
tors required by 35 U.S.C. 120 is present so long as it ex-
ists at anytime during copendency of the prior and con-
tinuing applications.<

As the statute, 35 U.S.C. 116, requires that a showing
be made that the inventorship error arose without any
deceptive intention, the Office policy as set forth in the
notice, Patent and Trademark Office Implementation of
37 CFR 1.56, dated September 8, 1988, published in the
Official Gazette on October 11, 1988 at 1095 O.G. 16,
waiving inquiry in regard to the practice of fraud on the
Patent and Trademark Office or the attempt thereof is
not intended to waive inquiry as to any deceptive inten-
tion on the part of the actual inventor(s) as set forth in
37 CFR 1.48(a).
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- 37CPRL. P Cbnecuon otmvmtorskzp S phcatmn for paﬁent, t!w applmtmn can bc amcnded S
** >(a) | If the correct inventor or Wm are WW“ in “;-~ - toname onlythe actualmventoronnvenmmsolongas‘; '

apphcaﬁan when filed and the ptosccutmn of the apphéatmn results it in
theamendmentmcameﬂauonofclaunswthatlessthan allofthe

: ongmally named inventors are the ‘actual inventors of the invention i
being claimed in the applmuon, an nmendment shall be filed deletmg?

- the names of the: person of. pérsons who are ndt inventors of the -
invention bemg claimed. The- amcndmcnt must be dxllgently made andA :

shall be mmpanwd by

o A petmon mdudmg Fy statement ldentlfymg each named, L
inventor who is being deleted and acknowledging that the inventor’s - -

invention is no longer being claimed in the appllcauon, and
(2) - The fee set forthin § 1. 17(b).

add claims to the subject matier and name the correc: ,nventors for the
application.

(d) Ifthenameornames of aninventororinventorswercomittedin B
a provisional application through error without any deceptive i intention -
on the part of the actual inventor or inventors, the provisional -

application may be amended to add the name or names of the actual
inventor or inventors. Such amendment must be accompanied by:

(1) a petition including a statement that the error occurred
without deceptive intention on the part of the actual inventor or
inventors, which statement must be a verified statement if made by a
person not registered to practice before the Patent and Trademark
Office; and

(2) the fee set forth in § 1.17(q).

(e) Ifapersonorpersonswerenamedasaninventororinventorsin
aprovisional application through error without any deceptive intention,
an amendment may be filed in the provisional application deleting the
name or names of the person or persons who were erroncously named.
Such amendment must be accompanied by:

(1) apetmonmcludmgastatcmentoffactsvenﬁedbymeperson
or persons whose name or names are being deleted establishing that the
error occurred without deceptive intention;

{2) the fee set forth in § 1.17(q); and

(3) the written consent of any assignee. <

37 CFR 1.48(a)

Under 37 CFR 1.48(a), if the correct inventoror in-
ventors are not named in * >a nonprovisional< ap-

2003

AR canbemade include changes fro
() Ifa nonprovns:onal application dlscloses unclanned subject o

matter by an inventor or inventoss not named in the applxmuon, the -
application may be amended pursuant to paragraph (a) of thissectionto

theerrorin the nammg of the mventor or mventors oc- .
K urred wnthout any deceptwc in )
‘ he ctual ;'mventor or mventorq 37 : CFR jl 48(a)}-re-

ons on the partof

ventor to a different bu
enly ldentlfied sole mventor

fied joint inventors to different but act d joint inven-

“tors; en'oneously 1dent1fled joint mventors toa dnffer- o

ent, but actual scle mventor In each mstance, howev-
er, the Office must be assured of the | presence of inno-

cent error, without deceptive intention on the part of .

the true inventor or mventors, before pernuttmg :
amendment. '
The required “statement of the facts verified by all of

 the original applicants” must include at the least, a recit-’

al of the circumstances, including the relevant dates, of
(1) the error in naming the actual inventor or inventors
and (2) the discovery of the error. For those situations
where the error in inventorship included the execution
of an oath or declaration under 37 CFR 1.63 naming an
improper inventive entity the verified statements by the
original named inventors who had so executed the oath
or declaration must explain whether they had reviewed
and understood the contents of the specification includ-
ing the claims as amended by any amendment specifical-
ly referred to in the oath or declaration (as set forth in
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sole inventor, a mistak-
- different, but actual,

joint’ inventors; a sole mventor to jomt mventors toin-
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a0
. 37CFR163) and whether they had revxewed the oathor

" declaration pnor to its execution and if so how the error
.- had occurred in view of such reviews, . Withoutsuch show-. -
- mg of cxrcumstances, no basxs exlsts for a conclusxon that .

* the applicatio ad heen made i the names of the origi- -~

‘ applicant(s) “through error and without .

‘ nal sole or joi

no foundatlon is supphed

fora rulmg that the amendment to remove the names of

, ude those to be added asin- ,
" its records and the change should be noted on the

. original oath or declaration by wntmg inredinkin e
. the left column “See- Paper No
kchanges ” See MPEP § 605. 04(g)

e those not inventors or
ventors was. “dlhgently made

On the matter of: dlllgence, attentlon is dlrected to"
the' decusnon of the CCPA in Van Otteren v. Hafner, B

757 0.G. 1026, 126 USPQ 151 (CCPA 1960)

Petntlons under 37 CFR1. 48(a)are generally decxded ' an inventor during the prosecutlon of an appllcatlon be-

,fore the Patentand Ttademark Offlee, problems mayoc- -

by the pnmary examiner with the followmg exceptions:

-In national apphcatlons filed under 35 US.C.

111>(a)<, 37 CFR 1.53(d)>(1)< wherein the petition

has been filed pnor to-issuance of the filing receipt in’

timely response to a Notice to File Missing Parts of Ap-
plication from Application Division (decided in the Of-
fice of ** >Petitions<).

-When the application is involved in an mterference,
MPEP § 2334 (decided by the Board of Patent Appeals
and Interferences)

-In national stage applications filed under 35 U.S.C.

371 (decided in the ** >PCT Legal Office<).

-When accompanied by a petition under 37 CFR
1.183 requesting waiver of a requirement under 37 CFR
1.48(a), generally the verified statement of facts by an
original named inventor (decided in the ** >Office of
Petitions<).

-Any attempt to effect a second conversion under
37 CFR 148(a) (decided by the Group Director).

- All petitions under 37 CFR 1.48 where a question of de-
ceptive intent has been raised (e.g., submission of an executed
declaration under 37 CFR 1.63 where it is known at the
time of its execution and/or submission that the inven-
tive entity set forth therein is improper (decided in the
Office of ** >Petitions<).

The provisions of 37 CFR 1.312 apply to petitions for
correction of inventorship after allowance and before is-
sue. Where the petition is dismissed or is denied, the ex-
aminer must determine whether a rejection under
35 U.S.C. 102(f) or (g) is appropriate. If so, the applica-
tion must be withdrawn from issue and the rejection
made.
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When a typographical or transliteration error inthe |
spell:ngofanmventor’snamexsdmwcred,apenhoa L
- under 37 CFR 1.48(a) is not required, norisanewoath .~
* or declaration under 37 CFR 1.63 needed. The Patent
and 'll'adenmrk()fﬁeeshouldslmplybenotnﬁed of the
+ error and reference to the notification paper will be
made on the prewously filed declaratlon bythe Ofﬁce

: Whenanyeorrectlonorchangenseﬁfected theﬁle :
should be sent to the Apphcatlon Division for revision of -

for mventorshlp =

Where a person is substltuted added or removed as

cur upon applicant clalmmg U.S. priority in a forelgn

" filed case. Therefore, examiners should aclmowledge ‘

any addition or removal of inventors made in accordance
with the practlce under 37 CFR 1.48 and include Form
Patagraph 2.14 in the next communication to apphcant
or his attorney. (Copy on page 200—6) S

The grant or denial of the petition may result in the
loss of inventorship overlap between a parent applica-
tion and a continuing application and the consequent in-
ability to claim benefit in the continuing application of
the parent application’s filing date under 35 U.S.C. 120.
Intervening references must then be considered.

For correction of inventorship in a patent, see 37 CFR
1.324 and MPEP § 1481. A court order under 35 US.C.
256 for correction of the inventorship of a patent should
be submitted to the Certificate of Correction Branch
along with the Office’s certificate of correction form.
A new 37 CFR 1.63 declaration is not required.

In cases when an inventor’s name has been changed
after the application has been filed, see MPEP
§ 605.04(c).

A petition under 37 CFR 1.48 will not be required
where an application is to issue with the correct inventor-
ship based on the allowed claims even though the ap-
plication may have been filed with an incorrect inventor-
ship based on the claims as originally submiited.

Applications Filed Under 37 CFR 1.53(b)>(1)<

Applicants should note that it is Office practice to
delay the issuance of the filing receipt (which lists the in-
ventive entity) in applications filed under 37 CFR
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1.53(b)>(1)< when a petition under 37 CFR 1.48(a) has

‘been filed until decision thereof. However, Certification

Branch will provide a certified copy of the applicationas
filed w1th the ongmal named inventive entlty priorto the

issuance of a decision on the petition by the Office of
** >Petitions<, which copy may be sufficicnt for many
foreign filed applications clziming priority of the U.S.
application’s filing date.~

- The original named inventors for apphcatlons filed
under 37 CFR 1.53(b)>(1)< without an executed oath
or declaration are those named when filing the applica-
tion such as in an accompanymg transmittal letter or un-
executed oath or declaration. The application as filed
must be executed by the original named inventors sub-
mitting a signed oath or declaration under 37 CFR 1.63
or if an error was made in the original naming of the in-
ventors, correction is required by way of petition under
37 CFR 1.48(a) >or (c)<. If correction is required, the
petition must be filed no later than the maximum period
to respond to the “Notice to File Missing Parts of Ap-
plication, Filing Date Granted” (i.e., 2 months from the
filing date of the application or 1 month from the mail
date of the Notice, both with an additional 4 months
available under 37 CFR 1.136(a) and possibly additional
time under 37 CFR 1.136(b). Failure to timely execute
the application as originally filed or to timely file the
petition will result in abandonment of the application.
The petition, although decided ** >in the Office of Peti-
tions <, should be mailed to the Special Handling Unit of
Application Division to be matched up with the applica-
tion.

Example

Application filed naming A+B under 37 CFR
1.53(b)>(1)< without an executed declaration under
37CFR 1.63. Claims 1 and 2 are present. B has contrib-
uted only to claim 2.

B refuses to execute declaration under §1.63.

Cancellation of claim 2 by preliminary amendment,
submission of an executed declaration under 37 CFR
1.63 by A only and a petition under 37 CFR 1.48(b) to de-
lete B in response to the “Notice to File Missing Parts of
Application” wil! result in abandonment of the applica-
tion. The application as filed must be executed. 37 CFR
1.48(b) is only applicable when prosecution (on the mer-
its) results in canceled claims.
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A petition under 37 CFR 1.47 on behalf of B or refil-
mgofﬂleapplmuonmﬁwalyclmml andnammgmly
Aareavmlablercmedws :

- Example

Application filed naming A as the sole inventor with-
out an executed declaration under 37 CFR 1.63, Claim 1
is presented.

A Notice to File Missing Parts is mailed. Inrcsponse

_ thereto, a Preliminary Amendment, adding claim 2 and a

Petition under 37 CFR 1.48(c) with a declaration under
37 CFR 1.63 exccuted by A and B, requesting addition of
B as a co—inventor based on t,he Prelnmnmy Amend-
ment are submitted. -

The 37 CFR 1.48(c) petition and declaration are an
appropriate response to the Notice to File Missing Parts
of Application.

Declarations under 37 CFR 1.63 by the original
named inventors should not be executed or submitted
merely to timely complete filing requirements in re-
sponse to a “Notice to File Missing Parts of Application”
where an error in inventorship has been discovered or
signed by someone who cannot properly make the aver-
ments therein. Additional time to respond to the Notice
with an appropriate petition under 37 CFR 1.48(b) to
correct inventorship is available under 37 CFR 1.136(a)
and possibly under 37 CFR 1.136(b).

Applications that are originally filed under 37 CFR
1.53(b)>(1)< with “ct al” as part of the inventive entity
(c.g., Jones et al) have not named all the inventors as is
required to obtain a filing date (37 CFR 1.41(a)). A peti-
tion under 37 CFR 1.48(a) to change inventorship (e.g.,
Jones + Smith) is not appropriate. The application as
originally filed was incomplete and a notice to that effect
will be sent by the Application Division. Applicants may
simply respond to that Notice by supplying each inven-
tor’s name to obtain a filing date as of the date of receipt
by the Patent and Trademark Office of that response or
may petition to the ** >Office of Petitions<. Where the
application as filed appears to set forth a complete in-
ventive entity, however, a petition under 37 CFR 1.48(a)
is required for correction of inventorship since a higher
level of scrutiny is appropriate.

Verified Statement of Facts

37 CFR 1.48(a) requires a verified statement of facts
from each original named inventor. Verification must be
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accomplished by an oath (such as by a notary) or a decla-
ration which refers to and incorporates the language of
either 37 CFR 1.68 or 28 US.C. 1746 (MPEP § 602).
Statements from others including a registered United
patent attomey oragent need only be over the attorney’s

or agent’s signature. Any statement from a foreign attor- .

ney or agent not reg;stered before the U.S. Patent and
Trademark Office must be verified. -

Where a smular inventorship error has occurred in
more than one application for which correction is re-
quested (e.g., parent and continuation thereof) wherein
petitioner seeks to rely on identical verified statements
of facts and exhibits, only one original set need be sup-
plied if copies are submitted in all other applications
with a reference to the application containing the origi-
nals (original oaths or declarations under 37 CFR 1.63
and written consent of assignees along with separate
petition fees must be filed in each application).

On very infrequent occasions, the requirements of
37 CFR 1.48(a) have been waived upon the filing of a
petition and fee under 37 CFR 1.183 (along with the
petition and fee under 37 CFR 1.48(a)) to permit the fil-
ing of a verified statement of facts by less than all the
original named inventors. In re Coagper, 230 USPQ 638,
639 (Dep. Assist. Comm’r. Pat. 1986). However, such a
waiver will not be considered unless the facts of iecord
unequivocally support the correction sought, In re
Hardee, 223 USPQ 1122, 1123 (Comm’r. Pat. 1984). As
37 CFR 1.48(a) is intended as a simple procedural reme-
dy and does not represent a substantive determination as
to inventorship, issues relating to the inventors’ or al-
leged inventors’ actual contributions to conception and
reduction to practice are not appropriate for consider-
ations in determining whether the record unequivocally
supports the correction sought.

Where the named inventors would have no knowl-
edge of how the error occurred and the nature of the er-
ror indicates what the correct inventive entity should
have been, such as a clerical error made in the patent at-
torney’s or agent’s office in transcribing instructions
from a client, waiver under 37 CFR 1.183 would be ap-
propriate if accompanied by a verified statement by the
parties with firsthand knowledge of how the error oc-
curred and any supporting evidence. A statement from
the original named inventors stating that they have no
knowledge of how the error occurred and that they agree
with the requested correction may also be required.
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In those situations where an original named inventor
refuses to submit a statement supporting the addition or
deletion of another inventor and that original aamed in-
ventor has assigned his or her entire righ or interest to
an assignee who has given its conseat to the requested

* correction, waiver would be appropriate upon a showing

of such refusal and assignment if the Patent and Trade-
mark Office has issued a filing receipt. Waiver would not
be granted if the application had not had a filing receipt
issued because all the inventors have not signed an oath
or declaration. Where no assignment has been executed
by the inventors, or if deletion of the refusing inventor is
requested waiver will be granted absent unetluivocal
support for the correction sought. '

Absent waiver where an original named inventor re-
fuses to file a statement, an available remedy is to refile
the application naming the correct inventive entity. A
petition under 37 CFR 1.48(a) would not then be re-
quired in the newly filed application as no correction
would be needed. Benefit of the parent application’s fil-
ing date would be available under 35 U.S.C. 120 pro-
vided there is at least one inventor overlap between the
two applications. (Note: a sole—to—sole correction
would not obtain benefit under 35 U.S.C. 120.) Where
the desired correction is deletion of an inventor the ap-
plication may be refiled under the provisions of 37 CFR
1.60 and 37 CFR 1.62 as an alternative to filing under
37 CFR 1.53>(b)(1)< and 35 US.C. 111>(a)< where
the parent application is a complete application under
37 CFR 1.51(a) * >(1)< including the grant of any peti-
tion under 37 CFR 1.47 (usually not the case with initial
filings under 37 CFR 1.53(b)>(1)<). For addition of an
inventor the application must be filed under 37 CFR
1.53>(b)1)< and 35 USC. 111>(a)<.

QOath or Declaration

An oath or declaration under 37 CFR 1.63 by each ac-
tual inventor must be presented. While each inventor
need notexecute the same oath or declaration, each oath
or declaration executed by an inventor must contain a
complete listing of all inventors so as to clearly indicate
what each inventor believes to be the appropriate inven-
tive entity.

Where an application is filed with an executed
37 CFR 1.63 declaration naming an inventive entity that
is in conflict with another paper filed in the application,
such as the transmittal letter, the executed declaration
will govern. However, where an executed declaration has

200 -6




. TYPES CROSSNOTING, AND STATUS OF APPLICATIONS

not been subnutted wnth the apphcatlon papers and the
application papers are in conflict as to the mventorshlp

each party identified as an inventor on ﬁ]mg will be con-
sndered to have been named as part of the mventwe en-

tity.

Wlnle 37 CFR 1. 47 does not apply to the requlrement
for venﬁed statements from each ongmally named in-
ventor; 37 CFR 147 is available to meet the reqmrement '
for an oath or declaration under 37 CFR 1.63 as for ex-

ample where A, B, and C were originally- named and
D who refuses to cooperate istobe added The verified

statements need be supplied only byA,B,andC.In those

instances wherein petitions under 37 CFR 1. 48(a) and
37 CFR 1.47 have been filed prior to issuance of the filing
receipt; the Patent and Trademark Office will first issue a
decision on the petmon under 37 CFR 1.48(a) so as to

determine the appropriate oath or declaration under

37 CFR 1.63 requu'ed for the petition under 37 CFR
1.47.

The oath or declaratlon submitted subsequent to
the filing date of an application filed under 37 CFR
1.53(b)>(1)< must clearly identify the previously filed
specification it is intended to execute, sce MPEP
§ 601.01. Where a specification is attached to the oath or
declaration the oath or declaration must be accompa-
nied by a statement that the attached specification is a
copy of the specification and any amendments thereto
which were filed in the Office in order to obtain a filing
date for the application. Such statement must be a veri-
fied statement if made by a person not reglstered to prac-
tice before the Office.

Fee

Where waiver under 37 CFR 1.183 is requested in
relation to a requirement under 37 CFR 1.48(a) petition
fees under both 37 CFR 1.48(a) and 37 CFR 1.183 are
required.

Where a similar error has occurred in more than one
application a separate petition fee must be submitted in
each application in which correction is requested.

If the petition fee has not been submitted or autho-
rized the petition will be dismissed and a rejection under
35 U.S.C. 102(f) or (g) considered.

Written Consent of Assignee

The written consent of every existing assignee must
be submitted. 37 CFR 1.48(a) does not limit assignees to
those who are recorded in the Patent and Trademark

2007

261.%:
Ofﬁcemwm.momeeemployeedemdmgthepeu-. .

- tion should check the file record for any indication of the

-existence of an assngnee(eg, asmallentny statement
fromanassxgme) o
= Wherenoassxgnee exists petltnoner should afﬁnm— o
_ tively state that fact. If the ﬁlerecordmcludmgthepetl- | .
tion s silent as to the existence of an assignee it willbe
* presumed that no assignee exists, Such presumption

~ should be set forthmthedemsmntoalert petntumers to

- the requirement. ‘

The title of the party slgmng on behalf of a oorporate ‘
assngnee and the authonty to do so should be set forth in
the written consent. Consent of a eorporate as&gnee

‘may be signed by an officer (e.g.; president, vice presi-

dent, secretary, or treasurer) of the corporation or may -
include a statement in oath or declaration form that the
person signing the consent has authority to do so. Fur-

ther, the assignee must establish its ownership of the

application in accordance with 37 CFR 3.73.
Continuing Applications

On filing a continuing application under 37 CFR 1.60
or 37 CFR 1.62, it should not be assumed that an error in
inventorship made in a parent application was in fact
corrected therein in response to a petition under 37 CFR
1.48(a) unless a decision from the Patent and Trademark
Office to that effect was received by petitioner. For
example, a petition to add an inventor to a parent ap-
plication that was not acted on (e.g., filed after final
rejection) or was denied will cause the filing of a 37 CFR
1.60 or 37 CFR 1.62 application to be improper if an
additional inventor is named. A continuing application
pnaming the additional inventor can be filed under
37 CFR 1.53>(b){1)< and 35 U.S.C. 111>({a)< with a
request for priority under 35 U.S.C. 120 without the
need for a decision on the petition.

Should an error in inventorship in a parent applica-
tion be discovered when preparing to file a continuing
application, the continuing application may be filed with
the correct inventive entity without the need for a peti-
tion under 37 CFR 1.48(a) in the parent or continuing
application provided the parent application is to be
abandoned on filing the continuing application. The
continuing application must be diligently filed either un-
der 35 US.C. 111>{a)< or under 37 CFR 160 or
37 CFR 1.62 where inventors are not to be added and
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fwhere the parent apphcauon isa oomp!ete apphcat!on

. under 37 CFR 151(a)>(1)< and any petition under
37CFR. 1 47 has been granted. The continving applica-
o tmnmaybeﬁledunder 37 CFR '1:60 and 37 CFR 162
- where invento "kare to be added provrded apetition un-
- der 37CFR 1. [48(a) is submitted in the continuing ap-~
' phcatlon on‘the daytheapp tlemsﬁled (1atersubrms- R
sion of the petmon will cause an improper filmg) and
when the parent: apphcatron isa complete apphcatlon :
- under 37CFR1. 51(a)>(1)< However, since a new oath
~ ordeclaration would be reqmred itis preferred tofilea
newly executed contmumg apphcatlon under-37 CFR
1 53>(b)(1)< with the correct inventors. In such a case,
no petition under 37 CFR 1 48 would be requrred in the

continuing application.

_Aninventorship error dlseovered while prosecutmg a

contmumg apphcatron that occurred in both an aban-
doned parent applrcatlon and the continuing application
can be corrected in both applications by filing a single
petition' in the continuing application (eg, A + B
named in parent, B + C named in continuing applica-
tion, actual inventorship is C +D thereby eliminating in-
ventorship overlap and resulting loss of priority claim
under 35 U.S.C. 120 if error is not corrected in aban-
doned parent application as well as in continuvation ap-
plication).

1 2.13 Correction of Inventorship Under 37 CFR 1.48(a),
Insufficient

The petition to correct the inventorship of this >nonprovisional <
application under 37 CFR 1.48(a) is deficient because [1].

Examiner Note:

1. This paragraph should only be used in response to requests to
correctangrrap in the naming of the proper inventors >innonprovision-
al applications <. If the request is merely to delgte an inventor because
claims were canceled or amended such that the deleted inventor is no
longer an actual inventor of any claim in the application, use paragraph
2.13.>0<1 instead of this paragraph.

2. A primary examiner may pot decide the petition if:

(a) the petition is also accompanied by a petition under 37 CFR
1.183 requesting waiver of one of the requirements explicitly set forth in
37CFR 1.48(a)(typicaily arefusal of one of the original namedinventors
to exccute the required statement of facts) — the petition for correction
of inventorship and request for waiver of the rules should be forwarded
to the ** >Office of Petitions<; or

(b) itrepresents an attempt toeffect a second coaversion under
37 CFR 1.48(a) — the second attempt must be returned to the Group
Director

3. Insert one or more of the following reasons in the bracket:

“the statement of facts by the originally named inventor or
inventors is insufficient.” (explanation required, ¢.g., the statement of
facts fails to explain how the inventorship error occurred in view of the
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declaration under 37 CFR 163, which isset forth theredn); -~ . -
anoathmdeclamnonbyeaehmdmmmmmmhm:
,notbeensubnntted” : .

: |tlackslhereqmredfeeunder3’ICFRl 17(h) i ‘~ »
- “jt lacks the written consent of any assignec”; R
“theamendmenthasnotbeendrhgemlyﬁled'(ex;ﬂanaﬂm .

'11 213 >a<1 Comaonof!nmmmhq:UndaﬂCFRl 48(b), o
Insufficient: © R
; Thepeuuonrequesungthedeleﬂonofanmventmmthm>nonpm«k
~ insmnal< applwatlon under 37CFR 1 48(b)mdeﬁcnentbeeause [1] :

1 ‘This paragraph should only be ueed when ﬂxe mventorshlp was

: prewouslywrrectbutanmventor mbe:ngdek,mdbeeauseclmmshave s
v’beenamendedorcanceledsuchthatheorshersnolongeranmvenmrof -
any remaining claim in-the >nonprovisional< -application. If the

inventorship isbeing corrected becauseofanmm nannngtheeorrect
inventors, use paragraph 2.13 mstead of this paragrapb '

~ Potential reJectrons L '

— Arejection under 35U.S.C.102(f)or (g) mustbeeonsrderednfthe '
petition is denied.

—-The grant or denial of the petition may result in the loss of
inventorship overlap between a parent application and a continuing
application and aninability toclaimbenefitin the continuing application
of the parent applications filing date under 35 U.S.C. 120. lmervemng
references must then be considered.

2. Insert one or more of the following reasons in the bracket:

“the petition has not been diligently filed” (explanation
required).;
“the petition lacks the statement required under 37 CFR

1.48(b)(1)";
“it facks the reguired fee under 37 CFR 1.17(h)".

4 213.>0<2 Correction of Inventorship Under 37 CFR
1.48(c), Insufficiens

The petition to correct the mventorshlp in this >nonprovisional<
application under 37 CFR 1.48(c) requesting addition of an inventor{s)
is deficient because [1}.

Examiner Note:
Seec paragraph 2.13

4 214 Correction of Inventorship Sufficient

Inviewofthe papersfiled[1}, ithasbeen found that thisspplication,
as filed, through error and without any deceptive intent, improperly set
forth the inventorship, and asccordingly, this application has beea
corrected in compliance with 37 CFR 1.48>(c)<. The inventorship of

this application has been changed by [2].
Examiner Nele:

In bracket 2, insert explanation of correction made, induding addition
or deletion of appropriate names.

For correction of inventorship in a patent, see
37 CFR 1.324 MPEP § 1481.
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" TYPES, CROSS-NOTING, AND STATUS OF APPLICATIONS

 37CFR1 oM
- 37 CFR 1.48(b) provides for deletmg the names of

persons. ongmally properly included as mventors, but

whose invention is no longer being claimed in * >a non-
provisional<: apphcatlon Such a s1tuatlon would arise
- where claims have been ‘amended or deleted because
they are unpatentable or as a result of a requirement for
restriction of the application to one invention, or for oth-
erreasons. A petition under 37 CFR 1.48(b) to delete an
inventor would be appropriate prior to an action by the

examining group where it is decided not to pursue -

particular aspects of an invention attributable to
some of the original named inventors. However, a
petition under 37 CFR 1.48(b) is not an available
means to avoid execution of the application as crigi-
nally filed under 37 CFR 1.53(b)>(1)< situations.
Public Law 98—-622 and 37 CFR 1.48(b) change the
result reached in Ex parte Lyon, 146 USPQ 222, 1965
C. D. 362 (Bd. App. 1964). 37 CFR 1.48(b) requires
only a petition and fee with the petition including a
statement identifying each named inventor who is
being deleted and acknowledging that the inventor’s
invention is no longer being claimed in the applica-
tion. The amendment would have to be diligently
made under 37 CFR 1.48(b). The statement may be
signed by applicant’s registered attorney or agent
who then takes full responsibility for ensuring that
the inventor is not being improperly deleted from
the application. Written consent of any assignee is
not required for petitions filed under 37 CFR
1.48(b).

When any correction or change is effected, the file
should be sent to the Apptlication Division for revision of its
records and the change should be noted on the origi-
nal oath or declaration by writing in red ink in the left
column “See Paper No. __ for inventorship
changes”. See MPEP § 605.04(g).

37 CFR 1.48(c)

37 CFR 1.48(c) provides for the situation where * >a
nonprovisional< application discloses unclaimed sub-
ject matter by an inventor or inventors not named in the
application as filed. In such a situation, the >nonprovi-
sional< application may be amended pursuant to
37 CFR 1.48(a) to add claims to the subject matter and
also to name the correct inventors for the application.
The claims would be added by an amendment and, in

2060-9

o ; | 201.03
addition, an amendment pursuant to 37 CFR 1.48(a)
would be required to correct the inventors named in the

. application, Any claims added to the application must be
‘supported by the disclosure as filed and cannot add new

matter. . .
>37 CFR 1.48(d)

37 CFR 1.48(d) provides a procedure for adding the
name of an inventor in a provisional application, where
the name was originally omitted without deceptive in-
tent. 37 CFR 1.48(d) does not require the verified state-
ment of facts by the original inventor or inventors, the
oath or declaration by each actual inventor in com-
pliance with 37 CFR 1.63, or the consent of any assignee
as required in 37 CFR 1.48(a). Instead, the procedure re-
quires the filing of a petition identifying the name or
names of the inventors to be added and including a state-
ment that the name or names of the inventors were
omitted through error without deceptive intention on
the part of the actual inventor(s). The statement would
be required to be verified if made by a person not regis-
tered to practice before the PTO. The statement could
be signed by a registered practitioner of record in the ap-
plication or acting in a representative capacity under
37 CFR 1.34(a). The petition fee set forth in 37 CFR
1.17(q) would also be required.<

>37 CFR 1.48(e})

37 CFR 1.48(c) provides a procedure for deleting the
name of a person who “was erroneously named as an in-
ventor in a provisional application. Under 35 US.C,
119(e), as contained in Public Law 103465, a later filed
application under 35 U.S.C. 111(a) may claim priority
benefits based on a copending provisional application so
long as the applications have at least one inventor in
common. An error in naming a person as an inventor in a
provisional application would not require correction by
deleting the erroneously named inventor from the provi-
sional application since this would have no effect upon
the ability of the provisional application to serve as a ba-
sis for a priority claim under 35 U.S.C. 119(¢). However,
37 CFR 1.48(e) sets forth the requirements for deleting
the name of a person erroncously named as an inventor
in a provisional application. The procedure requires an
amendment deletmg the name of the person who was er-

accompanied by: a petition including a
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statement of facts venfied by the person whose name is
being deleted estabhshmg that the error occurred with-

~out deceptwe intention; the fee set forth in 37 CFR ]
'LIEST FILING DATE —A provisional applicationshali notbe entitied

1 17(q), and the wntten consent of any assngnee.
201. 04 Parent Applicatlon [R-l]

The term parent” is apphed to an earher appllcatlon

of an inventor dlsclosmg a given mventlon. Such inven- -

tion may or may not be clalmed in the first apphcatlon.
Benefit of the ﬁlmg date of copending parent apphca-

tion may be clalmed under 35US.C. 120. >The term
parent will not be used to descnbe a provnsnonal applica- -

thl'l <
201 04(a) Ongmal Apphce'ﬁnn

“Original” i is used in the patent statute and rules to
refer to an application which is not a reissue application. An

original application may be a “first” filing or a continuing
application.

>201.04(b) Provisional Application [R—1]
35US.C. 111 Application.

*y R

(b) PROVISIONAL APPLICATION.—

(1) AUTHORIZATION.—A provisional applicztionforpatent
shali e made or authorized to be made by the inventor, except as
otherwise provided in this title, in writing to the Commissioner. Such
application shall include—

(A) a specification as prescribed by the first paragraph of
section 112 of this title; and

(B) adrawing as prescribed by section 113 of this title.

(2) CLAIM.—A claim, as required by the second through fifth
paragraphs of section 112, shall not be required in a provisional
application.

(3) FEE.—(A)The application mustbe accompanied by the fee
required by law.

(B) The fee may be submitted after the specification and any
required drawing are submitted, within such period and under such
conditions, including the payment of a surcharge, as may be prescribed
by the Commissioner.

(C) Upon failure to submit the fee within such prescribed
period, the applicationshall be regarded as abandoned, unlessitisshown
to the satisfaction of the Commissioner that the delay in submitting the
fee was unaveidsble or unintentional.

(4) FILINGDATE.—Thefilingdateofaprovisionalapplication
shallbe the date onwhich thespecification and any required drawing are
received in the Patent and Trademark Office.

(5) ABANDONMENT—The provisional application shall be
regarded as abandoned 12 months after the filing date of such
application and shall not be subject to revival thereafter.

{6) OTHERBASIS FOR PROVISIONAL APPLICATION —
Subject to all the conditions in this subsection and section 11%(e) of this

Rev. 1, Sept. 1995
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patent, ,
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to the right of peiority of any other application under section 119 or

* 365(a) of this itleor to the benefit of an carier iling date in the United ‘
- States under section 120, 121, or 365(c) of this tide. ‘

* (8) - APPLICATION PROVISIONS.—The provisions of this

| utlerelamgtoappheamfmpatemshaﬂapplymptmmndm

applications for patent, except as otherwise provided, and except that
provisional apphcauomforpatentshallnotbemb}ect&osecuons 115 "
131,135, and 157 of thls title. _

LL ]

37 CFR L 9 Definitions.

(a)(1) A national application as used in tluscbapter meansa U S.
applicationfor patentwhichwaseither filedinthe Officeunder35U.S.C.
111, or which entered the national stage from an mtemauonal appllca
tion after compliance with 35 U.S.C. 371. ‘ :

' (¢)) Aprovnsmnalapplmt:onasusedmthlsehsptermeansaU 8.
national application for patent filed inthe Office under 35U .S.C. 111(b).

(&) Anonprov:sxonalappheahonasused inthischapter meansa
U S national application for patent which was either filed in the Office
under 35 US.C. 111(a), or which entered the national stage from
an international application after compliance with 35 U.S.C. 371.

ToRRRRR

37CFR 1.53 Serial numbes, filing date, and completion of ap-
plication.

Eiiil]

(b)(2) The filing date of a provisional application is the date on
which:aspecification asprescribed by 35 U.S.C. 112, first paragraph; and
any drawing required by § 1.81(2), are filed in the Patent and Trademark
Office in the name of the actual inventor or inventors as required by §
1.41. No amendment, other than to make the provisional application
comply with all applicable regulations, may be made to the provisional
application after the filing date of the provisional application. If ali the
names of the actual inventor or inventors are not supplied when the
specification and any required drawing ave filed, the provisional
applicationwill notbe givena filing date cerlier than the date uponwhich
the names are supplied vnless a petition with the fee set forth in
§ 1.17(q) is filed which sets forth the reasons the delay in supplying the
names should be excused.

GRRRy

One of the provisions of the Uruguay Round Agree-
menis Act which is effective as of June 8, 1995, is the es-
tablishment of a domestic priority system. The Act pro-
vides a mechanism to enable domestic applicants to
quickly and inexpensively file provisional applications.
Under the provisions of 35 US.C. 119(¢), applicants are
entitled to claim the benefit of priority in a given applica-
tion in the United States. The domestic priority period
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201.0405) MA PATENT EXAVINING :
- rmwmws)
L W“wwmm Oz 06310037
PROVISIONAL APPLICATION COVER SHEET =~
| mh.uq-mmmsmovmmunmucxnonmmcm1.53 mm.

TITLE OF THE INVENTION (280 characters max)

CORRESPONDENCE ADDRESS

| ITATE ZIP CODB COUNTRY

ENCLOSED APPLICATION PARTS (chock olf deat apply)

D Drewing(s) Number of Shests | I Other (speeify)
METHOD OF PAYMENT (check cue)
D A clreck or money rder ts enclased to cover the Provislousl fliag focs PROVISIONAL |
FILING FEE

The Commlzaloner is hereby sathovized to charge GUNT
Giing fooe end eredit Deposlt Account Namber: AM ®

The lnvention wes wade by an egency of the Unlted Slates Government ev vnder a contract with en egency of (o Unlted Blaten Clovernment.
O xe

D Yes, tie voms of the U.8. Ceverumont agensy end the Cevernment contreet aummlser erer

Respectiully submitted,

SIGNATURE Date i &
TYPED or PRINTED NAME :;EGISTRA‘I‘ION NO.

D Additionsl inventors are being named on separately numbered sheets aftached hegeto

PROVISIONAL APPLICATION FILING ONLY

Bupdee Houw Stuteraet: This Cewn is ettimated (o take 2 howrs bo cumplete. Tons will veary Sopeniling vpon the veeds of Gu individes] case. Say conins op e snves of Yes

you @ tequired (o auesples Uiz fore theuld bo st o the Offes of Smistancs Quatity wd Brdumoemnent Division, Powes wd Tredenark Ofne, VWoukingienm, T J023, wi to
ho@baofwﬂmM%‘MﬂWW%IM&WMMMWMWQW
FORMES TO THES ADDRESS. $8ND TO: Assidant Conmimicne for Pavans, Wabingsos, DO 20231,
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TYPES CROSS-NOTING ANDSTA’]US OF APPLICATIONS o

201 05 Reissue Application

A A rerssue apphcatron isan applrcatlon for a patent to
: take the place of an unexplred patent that is defective in =
re partrculars A detarled treatment of :_“ L

~ some one orm

A later artb catron for

: ventron, carved outofa pendmg application and disclos-
ing and claunmg only sub]ect matter drsclosed intheear-

 lier or parent’ apphcatron, is- known as a dmsronal ap-
plrcatron or “division.” It may be filed" pursuant to

37 CFR 1. 53>(b)(1)< 37 CFR 1.60 or 37 CFR 1.62.
Both must have atleast one common applicant. The divi--
show the same article as that in‘the desrgn application

snonal application should set forth only that portion of
the earlier disclosure whlch is germane to the invention
as claimed in the dmsronal application. >An application
claiming the benefits of a provisional application under

35 U.S.C. 119(¢) should not be called a “division” of the -

provisional application since the application will have its
patent term calculated from its filing date, whereas an
application filed under 35 U.S.C. 120, 121, or 365(c) will
have its patent term calculated from the date on which
the earliest application was filed, provided a specific ref-
erence is made to the earlier filed application(s).
35 US.C. 154(a)(2) and (a)(3).<

In the interest of expediting the processing of newly
filed divisional applications, filed as a result of a restric-
tion requirement, applicants are requested to include
the appropriate Patent and Trademark Office classifica-
tion of the divisional application and the status and loca-
tion of the parent application, on the papers submitted.
The appropriate classification for the divisional applica-
tion may be found in the Office communication of the
parent case wherein the requirement was made. It is sug-
gested that this classification designation be placed in
the upper right hand corner of the letter of transmittal
accompanying these divisional applications.

Use Form Paragraph 2.01 to remind applicant of pos-
sible division status.

% 201 Definition of Division

This application appears to be a division of ** >Application< N,
[1] filed [2]. A later application for a distinct or independent invention,
carved out of a pending application and disclosing and claiming only
subject matter disclosedinthe eaclier or parentapplication, isknownasa
divisicnal application or “division”. The divisional applicationshould set

200 - 13

, n ct or mde ndent in- -
ISy pe ~ which the earliest application was filed, A
‘madetotheearlrerﬁledapphcat:on(s),ﬁiSUSC.lS4(a)(2)and(a)(3) <

201366(&) H

fmwmmwmmmwwmummm
uwenﬁonasdamdmtbe@mondepp&mw

o llnbmcketl msertthc“ >app!mmnno.(senescodeandj;. ST

senal mmﬁer)< of >the< parentapphcauon
2, Inbracketz,lmerttheﬁhngdawo{parentapplmm

1 A desrgn applrcatron may be consrdered to bea d1v1-~ IR
R sron of a utility applrcatron >(but not ofa provrsronal '
':applrcatron)< and is entitled to the filmg date thereof

if the: d’*awmgs of the earlier filed utility applrcatron_ ‘

sufficiently to comply with 35 U.S.C.-112, first para- -
graph. However, such a dmsronal desrgn application
may only be filed under. the procedure set forth in
37 CFR 1.53>(b)(1)< not under 37 CFR 1.60 or
37 CFR 1.62. Seec MPEP § 1504.20. '

While a divisional application may depart from the
phraseology used in the parent case there may be no
departure therefrom in substance or variation in the
disclosure that would amount to “new ‘matter” if
introduced by amendment into the parent case.
Compare MPEP § 201.08 and § 201.11. ‘

For notation to be put on the file wrapper by the ex-
aminer in the case of a divisional application, sce
MPEP § 202.02.

201.06(a) Division—Continuation Program
(R-1]

37 CFR 1.60. Continuationordivisionalapplicationforinvention
disclosed in a prior application

(a) [Reserved)

** >(b) Anapplicant mayomitsigning ofthe oathordeclarationina
continuation or divisional application (filed under the conditions
specified in 35 U.S.C.120 or 121 and § 1.78(a)) ift

(1) the prior application was a nonprovisional applrcamnanda
complete application as set forth in § 1.51(a)(1);

(2) applicant indicates that the application is being filed pur-
suant to this section and files a true copy of the prior complete
application as filed including the specification (with claims), drawings,
oath or declaration showing the signature or an indication it was signed,
and any amendments referred to in the oath or declaration filed to
complete the prior application;

(3) the inventors named in the continuation or divisionsl
application are the same oz less than all the inventors named in the prior
application; and
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OF theapplmtmms%dbefme\hcpatenﬂngmabwdomm&t
of, ortermmanonofproceedlmontheptimapplmdon The copy of
the prior application must be accompanied by a statement that the
apphcamnpapersﬁledareatmeoopyoftheptmoomp!ctcapphunon

 Such statement mustbe by the applicant or applicant’ssttorney or agent -
and must be a verified statement if made by a person not registered to

practice before the Patent and 'l}ademark Office. Only amendments
reducing the’ number of ¢laims o adding a reference to the prior
application (§.1 78(:)) will be entered before calculaung the filing fe¢
and gtantmgthe filing date. If the continuation or divisional application
is filed by less than all the iniventors named in the prior application, a
statement - must accompany the application when filed requesting

deletion of the names of the person or persosis who are not inventors of -

- theinvention beingclaimed inthe continuation or divisional application.
Exceptas provided in peragraph (d) of this section, if a true copy of the
prior application as filed is not filed with the applicatiqn‘ or if the
statement that the application papers are a true copy is omitted, the
applicationwillnotbegiven afilingdate earlier than the date uponwhich
the copy and statement are filed, unless a petition with the fee set forthin
§ 1.17(i) is filed whlch sausfactonly explains the delay in filing these
items.< :

(c) ¥an apphcatlon filed pursuant to paragraph (b) of this section
isincomplete for reasons other than those specified in paragraph of this
section, applicautwillbemtiﬁcd andgivenatime periodwithinwhich to
complete the application in order to obtain a filing date as of the date of
filing the omitted item provided the omitted item is filed before
patenting or abandonmentof or termination of proceedings on the prior
application. If the omission is not corrected within the time period set,
the application will be returned or otherwise disposed of; the fee, if
submitted, will be refunded less the handling fee set forth in § 1.21(n).

>(d) If an application filed pursuant to paragraph (b) of this
section is otherwise complete, but does not include the appropriate

filing fee or a true copy of the cath or declaration from the prior complete

application, showing the signature or an indication it wassigned, a filing
date will be granted and applicant wiltbe sonotified and given a period of
time within which to file the fee, or the true copy «f the oath or
declaration and to pay the surcharge as set forth in § 1.16(e) in order to
prevent asbandonment of the application. The notification pursuant to
this paragraph may be made simultaneously with any notification
pursuant to paragraph(c) of this section.<

37 CFR 1.60 PRACTICE

The 37 CFR 1.60 practice was developed to provide
a procedure for filing a continuation or divisional ap-
plication where hardships existed in obtaining the sig-
nature of the inventor on such an application during
the pendency of the prior >nonprovisional< applica-
tion. It is suggested that the use of the 37 CFR 1.60
practice be limited to such instances in view of the
additional work required by the Office to enter prelim-
inary amendments. If no hardship exists in obtaining
the signature of the inventor, the application should
be filed under 37 CFR 1.53>(b)(1)< not under
37 CFR 1.60. It is pointed out that a continuation or di-
visional application may be filed wnder 37 CFR
1.53>(b)(1)<,37CFR 1.60, or 37 CFR 1.62. >37 CFR
1.60 or 37 CFR 1.62 practice may not be used when fil-
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ing an application where the immediate prior apmzca-

tion was a promsmnal application under s USC.
119(e) < ,
37 CFR 1.60 practlce penmts persons havmg au-

: thonty to prosecute a prior copending >nonprovi-

sional< apphcatlon to file a continuation or divisional

application without requiring the inventor to again ex-

ecute an oath or declaration under 35U.S.C. 115,if the
continuation or lelSlOl‘lal application is an exact copy

of thie prior >nonprov1s10nal< application as execut- .~

ed and filed. It is not necessary to file a new oath or dec-
laration which includes a reference to the non—filing

- of an applicaiion for an invéntor’s certificate in 37 -

CFR 1.60 applications filed after May 1, 1975. Like-
wise, it is not necessary to have the inventor sign a new -
oath or declaration merely to include a reference to
the duty of disclosure if the parent apphcathn was
filed prior to January 1, 1978, or to indicate that the in-
ventor has reviewed and understands the contents of
the application if the parent application was filed prior
to October 1, 1983.

Where the immediate prior >nonprov1s10nal< ap-
plication was not signed (for example, where it was
filed under the former 37 CFR 1.147 or current 37 CFR
1.60 or 37 CFR 1.62 practice), a copy of the most recent
>nonprovisional< application having a signed oath or
declaration in the chain of copending prior >nonpro-
visional< applications under 35 U.S.C. 120 must be
used.

The basic concept of 37 CFR 1.60 practice is that
since the inventor has already made the affirmation re-
quired by 35 US.C. 115, it is not necessary to make
another affirmation in a later application that dis-
closes and claims only the same subject matter. It is for
this reason that a 37 CFR 1.60 application must be an
exact duplicate of an carlier >nonprovisicnal< ap-
plication executed by the inventor. It is permissible to
retype pages to provide clean copies.

37 CFR 1.60 APPLICATION CONTENT

As mentioned previously, a 37 CFR 1.60 application
must consist of a copy of an executed >nonprovisional<
application as filed (specification, claims, drawings, and
cath ordeclaratwn) The application must also include a
clear indication that a filing under 37 CFR 1.60 is de-
sired. The use of transmittal form PTO/SB/13 is urged
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'I‘YPES CROSS-NOTING AND STATUS OF APPLICA'I‘IONS

 since it acts asa checklr.st for both app!tcant and the Of-
fice and- includes a specxfic request for an applica-

 tion under 37 CFR 1.60. If an application is filed under
8 37 CFR 1.60, all reqmrements of that rule must be met.

Although a ‘copy. ‘of all ongmal claims in the pnor‘ _
' >nonprovrsronal< apphcatlon must - appear in the
- 37CFR1.60 applrcatron, some of the claims may be can- -

- celed by request in the 37 CFR 1.60 application in order
to reduce the filmg fee (see form PI'O/SB/IB item 5).

Anv prelumnary amendment presentmg addmonal"
claims (clarms not in the. pnor appheatlon as filed)‘ :
should accompany the request for filing an applrcatlon‘

' under 37 CFR 1. 60 but such an amendment will not be

entered until after the ﬁlmg date has been granted. Any

claims added by amendment should be numbered con-
secutively begmnmg with the number next following the

highest numbered original claim in the prior executed

>n0nprov1s10nal< application. Amendments made in

the prior >nonprovisional< application do not carry

over into the 37 CFR 1.60 application. Any preliminary
amendment should accompany the 37 CFR 1.60 applica-
tion and be directed to “the accompanying 37 CFR 1.60
applicatior:” and not to the prior >nonprovisional< ap-
plication. Applicants should submit preliminary amend-
ments on filing or promptly thereafter to assure examin-
er consideration when the 37 CFR 1.60 application is
picked up for examination.

All application copies must comply with 37 CFR 1.52
and must be on paper which permits entry of amend-
ments thereon in ink.

A copy of the >nonprovisional< application must be
prepared and submitted by the applicant, or his or her at-
torney or agent, and include a statement that it is a true
copy. The copy of the oath or declaration need not show
a copy of the inventor’s or notary’s signature provided
that all other data is shown and an indication is made on
the oath or declaration that the oath or declaration has
been signed. For example, if the inventor’s or notary’s
signature is not shown on the copy of the oath or declara-
tion, the notation “/s/” may be added to the copy of the
oath or declaration on the line provided for the signature
to indicate that the original oath or declaration was
signed.

In order to obtain a filing date under 37 CFR 1.60
a copy of all pages of the application, including descrip-
tion, claims, any drawings, and the statement that the ap-

200 - 15

mms(a)_ |

’ plxeatwnpapersareatmewpyofthepmrapplwmm |

are required to be submitted. If all these items are not

_submtted,rcmedytsbywayofpeﬂuomunderSTCFRT
© 1.60(b) and payment of the fee under 37 CFR L17()*. ~
..'-paragraph(d)ofs'lcmlwwmchwasaddedeffecm»'“‘ o
- Jan. 4, 1993, provides for the filing fee and/or truecopy
" of the oath or declaration from the prior >noaprovision-
Cale apphwnontobeﬁledonadatelaterthantheﬁlmg ‘

date with payment of the surcharge set forth in

5 k37CFR116(e) : e
~ Claims - for- pnonty Tights under 35 Us c
: -_119>(a) (d)< must be made in 37 CFR 1.60 appuca-a__ L

tions if it is desired to have the foreign priority dataap- =~
pear on the issued patent. I re Van Esdonk, 187 USPQ o
671 (Comm r Pat. 1975) Reference should be madeto o
certified copies filed ina pnor appllcatron if rehancef* R

thereon is made.

If the claims presented by amendment ina 37 CFR o
1.60 apphcatlon are directed to matter shown and de- -
scribed in the prior >nonprov1s10nal< apphcatron but.

not substantially embraced in the statement of invention
or claims originally presented, the apphcant should file a
supplemental oath or declaratron under 37 CFR 1 67 as
promptly as possible. :

In view of the fact that 37 CFR 1. 60 applrcatlons are
limited to continuations and dunsrons, o new matter
may be introduced in a 37 CFR 1 60 application,
35 U.S.C. 132. Continuation—in—ps:xt applications may
only be filed under 37 CFR 1.53>(b)(1)< or 37 CFR
1.62.

A statement to the effect that the submitted copy is
believed to be a true copy of the prior >nonprovisional <
application as filed to the best of his or her information
and belief is sufficient, if an explanation is made as to
why the statement must be based only on belief.

If the 37 CFR 1.60 application is being filed by less
than all the inventors named in the prior >noaprovision-
al< application, a statement must accompany the ap-
plication, when it is filed, requesting deletion of the
names of the person or persons who are not inventors of
the invention being claimed in the 37 CFR 1.60 applica-
tion. For example, this situation could occur when a divi-
sional application is being filed directed to one of the in-
ventions disclosed and claimed in the prior >nonprovi-
sional< application. No petition under 37 CFR 1.48 for
correction of invextosship is required when filing under
37 CFR 1.60 unless there was an error in the omission of
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201.06() o

a named mventor in thc prior >nonprovrsxonal< ap-

plication which was not corrected pum‘ to the ﬁlmg of the
37CFR1603pphcauon. R
If the mventorshrp shown on the ongmal oath or

declaration has been changed and approved dunng the;’: - S
" q 204 Comection ofpmmgsmsmpm 60 Cases

prosecutlon of the ‘prior >nonpr0v1sronal< applica-

tion, the 37 CFR 1.60 applrcatlon papers must indicate

‘such a change has been made and approved by provid- - o
mappkmumﬂmﬁberqmdmmmlfwdrdnn@sm‘ o

ing a_copy of the. petmon for correction of inventor-
ship-under 37 CFR 148 in order that the changed in-
ventorship may be indicated in the 37 CFR 1.60 ap-

plication. The 37 CFR 1.60 apphcatlon papers should

also include any addmons or changes in an inventor’s
citizénship, residence or post office address made and
approved in the prior >nonprovisional< application.

If small entity status has been established in a parent
application, it is not necessary to again file a verified
statement under 37 CFR 1.27 if the small entity status is
desired in a 37 CFR 1.60 application. The 37 CFR 1.60

application must, however, include a reference to the

verified statement in the parent application if the small
entity, status is still proper and desired (37 CFR 1.28(a)).
If the parent application was filed by other than the

inventor under 37 CFR 1.47, a copy of all the petition pa-
pers filed under 37 CFR 1.47 must also be filed.

FORMAL DRAWINGS REQUIRED

Formal drawings are required in 37 CFR 1.60 ap-
plications as in other applications. A request to transfer
drawings from a prior >nonprovisional< application
does not relieve the applicant from the obligation to file
a copy of the drawings originally filed in the prior >non-
provisional< application. If informal drawings are filed
with the application papers, the examiner should use
Form Paragraph 2.02 for formal drawing requirement.

9 202 37 CFR 1.60 Drawing Requirement

This application, filed under 37 CFR 1.60, lacks formal drawings.
The informal drawings filed in this application are acceptable for
examinationpurposes. When theapplicationisallowed, applicantwillbe
required either to submit new formal drawings or to request transfer of
tise formal drawings from the abandoned parent application.

>Examiner Note;

This form paragraph is to be used only when the parent application
contains approved formal drawings and has been abandoned.<

, Any drawing corrections requested but not made in
the prior >nonprovisional< application should be re-
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, peatedmtheS?CFRl mapplrcatmmfsuchchangcsare
- still desired. -
‘ UwFoamParagraphZMformtmctmmhoapphcam SR
where drawing corrections have been requested in the RS
vparentapplrmuon , R

Tberkawmgamﬁnsapplmaoumdgmdtobyﬂwbmaﬁsper -

' ‘son< -as informal. Anydrawmgmecummmcpmd!mmnm&mthe_

siill desired. lfﬂwriuwmmchanged >and approved< during the -

B prosecution of the prior application, such drawmgs may be trans- o
ferred. However,; a copy of the drawings as ongmally filed mustbe - -
~ included in the 37CFR 1. 60apphcatlonpapers tomdlcatetbeongmal 2
- content. ,

. Examiner Note:

Use form paragraphs 6. 39 and 6. 40 wrth tlns paragraph.
"COPIES OF AFFIDAVITS

Afﬁdavrts and declaratlons, such as those -under
37 CFR 1.131 and 37 CFR 1.132 filed during the prosecu- -
tion of the prior >nonprovisional< appllcatl_on_do not
automatically become a part of the 37 CFR 1.60 applica-

- tion. Where it is desired to rely on an eatlier filed affida-

vit, the applicant should make such remarks of record in
the 37 CFR 1.60 application and include a copy of the
original affidavit filed in the prior >nonprovisional<
application. -

Use Form Paragraph 2.03 for instructions to applicant
concerning affidavits and declarations in the parent applica-
tion. '

% 203 Affidavits and Declarations in Parent Application

Applicant refers to an affidavit filed in the parent application.
Affidavits and declarations, such as those under 37 CFR 1.131 and
37CFR 1.132, filed during the prosecution of the parent application
do not automatically become a part of this application. Where it is
desired torelyon an eatlier filed affidavit, the applicant should make the

remarks of record in the later application and include a copy of the
original affidavit filed in the parent application.

ABANDONMENT OF THE PRIOR
>NONPROVISIONAL < APPLICATION

Under 37 CFR 1.60 practice the prior >nonprovi-
sional< application is not automatically abandoned
upon filing of the 37 CFR 1.60 application. If the prior
>nonprovisional< application is to be expressly aban-
doned, such a paper must be signed in accordance with
37 CFR 1.138. A registered attorney or agent not of re-
cord acting in a representative capacity under 37 CFR
1.34(a) may also expressly abandon a prior >nonprovi-
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PTOEBS 1S (0095
Appraves fae vee duough SS/3/96. CLED 05910039
Pateat snd Trademark Office; U.S.- DEPARWI‘OFW

REQUEST FOR F!LING A PATENT APPLICATION UNDER 37 CFR 1.60

l ] ' CLASS | SUBCLASS )
Commofmumdm
w-lm;m.n.c.zoza
mu.mmmanmmmﬂmmmmma7cm1motmmm
spplication Number / . filedon ensitled

1. Enclosed is @ copy of the mnmmmaigmmmlkmm.lwyofmeoﬂm&clﬁﬁonm '
the ceiginal signature or an indication it was signed. I hereby verify thet the papess wre & true copy of the latest signed
priocr applicstion number £ » &nd ferther thet &li stetements made herein of my owa knowledge are

woe; and fertur the: thess statements were made with the mowledge thet willful fulze statements and the likes so mede are
penishable by fine or imprisonment, or both, under section 1001 of Tits 18 of the United States Cods end that such
willfel mmmym-ﬁumovﬂnnyotmm«mymmmdwwn

2.[J A vexified statement to establish smell entity status under 37 CFR 1.9 and 1.27

iz enclosed.
was filed in price application number { end such status is sull proper end desired
(37 CFR 1.28(a)).
3, L} The Commissioner is hereby suthorized o charge eny fees which may be reguired vnder 37 CFR 1.16 and 1.17, or
credit any overpayment to Deposit Account No. - A duplicais copy of this sheet is enclosed.
4. ] A check in the amcunt of $ is encicaed.

5. [Clcencel in tiis applicasion originel cluims of the prior
aepplication before calculeting the Rling fee. (At loast one original independent claim must be retained for Bling purposes.)
6. I The invensor(s) of the invention being cleimed in this epplication is (we):

7. ) This spplication is being fled by less than all the inventors named in the prior application. In scoordance with 37
CFR 1.60(b), the Commissioner is requested o delete the name(s) of the following pezson or pezsons who are not
inventors of tie invendon being cleimed in this spplication:

8. [lamend the specification by insesting before the fisst line the sentence: “This epplicetion is al_] continustion
Cldsvision of spplication number ___/ . filed . (status, shandoned, pending, eic.)."

{Page 1 of 2)

Mnlhusmmwmsb\-mhemmwmuhShunum.mmmwmthdMWWmmnhmamMm
requived (o complele the form sheuld be stut to the Offive of Information Sysiems, Paleat and Trademark Office, Washington, ILT. 20231 aad to the Office of Ialormetion and Regelatery

Affalrs, Ofice of Management end Bedget (Praject 0651~0033), Weskizgien, D/C, 20303, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDEESS, STND T0: >Ankimic
Commlssioner *>far < Patents %, Woshinglon, DO, 20231,
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201. 06(b)

201.06(!)) File Wrapper Continuing
Procedure [R- 1]

37 CFRI. 62 File wmpper commumgprocedure P

. ** >(a) ‘A continuation, continuation~in—part, or divisional ap-
" plication, whnchusesthespecnﬁcanon, drawingsand oath or declaration
from a prior nonprovisional application which is complete as defined by
§ 1.51(a)(1), and which is to be abandoned, may be filed under this

section before the payment of the issue fee, abandonment of, or E

termination of prowedmgsonthepnor apphcatlon,mafter paymentof
the issue fee if a petition under § 1 313(b)(5) is granted in the prior
application. 'lhefihngdateofanapphcauonﬁledu
date on which a request is filed for an application under this section
including identification of the application number and the names of the

inventors named in the prior complete application. If the continuation,

continuation—in—part, or divisional application is filed by less than all
theinventors named in the prior application a statement must accompa-
ny the application when filed requesting deletion of the names of the
- person or personswhoare notinventorsof the invention being claimedin
the continuation, continuation—in-part, or divisional application.<

(b) The filing fee for a continuation, continuation—in—part, or
divisional applicationunder thissectionisbased on the number of claims
remaining in the application after entry of any preliminary amendments
and entry of any amendment under § 1.116 unentered in the prior
applicationwhich applicant hasrequested tobe enteredinthe continuing
application.

(¢) Inthe case of a continuation—in—part application which adds
and ctaims additional disclosure by amendment, an oath or declaration
as required by § 1.63 must also be filed. In those situations where a new
oath or declaration is required due to additional subject matter being
claimed, additional inventors may be named in the continuing applica-
tion. In a continuvation or divisional application which discloses and
claims only subject matter disclosed in a prior applicatic:n, no additional
oath or declaration is required and the application must name as
inventors the same or less than all the inventors named in the prior
application.

(d) Ifanapplicationwhich hasbeenaccorded afilingdate pursuant
to paragraph (a) of this section does not include the appropriate basic
filing fee pursuant to paragraph (b) of this section, or an cath or
declaration by the applicant in the case of a continuation—in—part
application pursuant to paragraph {c) of this section, applicant willbe so
notified and given a period of time within which to file the fee, oath, or
declaration and to pay the surcharge as set forth in § 1.16(¢) in order to
prevent abandonment of the application. The notification pursuant to
this paragraph may be made simultaneously with any notification of a
defect pursuant to paragraph (a) of this section.

**>(e} An application filed under this section will utilize the file
wrapper and contents of the prior application to constitute the new
continuation, continuation —in—part, or divisional application but will
be assigned a new application number. Changes to the prior application
must be made in the form of an amendment to the prior application asit
exists at the time of filing the application under this section. No copy of
the prior application or new specification is required. The filingofsuch a
copy or specification will be considered improper, and a filing date 2s of
thedateof depositof the request foranapplication under thissectionwill
nothe granted to the application unlessapetition with the fee set forthin
§ 1.17(i) is filed with instructions to cancel the copy or specification.<

(£) The filing of an application under this section will be construedto
include a waiver of secrecy by the applicant under 35 US.C. 122to the
extent that any member of the public who isentitled under the provisions
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nf37CFR1.14'mmw,o&mmmWwwermaﬂ1erthem '

_applmhonotanyconmmngapplmmnﬁbdnmrﬂwmmof
_'thlssecmnmybengensmihrm&o,orsmnlarmformawn

- concerning, the other application(s) in the file wrapper.

() 'Iheﬁlmgofareqmstfommnnnumgapplmuonnnderdm' "

: isectmnwxllbeeonsxderedeobearequesttoexpressiyabmdonthepﬂor,

application as of the filing date granted the continuing apphcanon.
(h) The applicant is urged to furnish the following information

- relatlngtothepmrandmnﬂnumgapplmﬂomtothebestofhlsorher

ability:

- (1) Title asongmally ﬁled and as,last amended; :

(2) Name of applicant as originally filed and as last amended;

(3) Current correspondence address of applicant;

(4) Identification of prior foreign apphcatlon and any priotity
claim under 35 U.S.C. 119.

(5) Thetitle of the invention and names ofthe appllcantswbe
named in the continuing application. .

(i) Envelopes containing only apphcanon papers and fees for

filing under this section should be marked “Box FWC".

" () If any application filed under this section is found to be
improper, the applicant will be notified and given a time period within
which to carrect the filing error in order to cobtain a filing date as of the
date the filing error is corrected provided the correction is made before
the payment of the issue. fee, abandonment of, or termination of
proceedings on the prior application. If the filing error is not corrected
within the time period set, thie application will be returned or otherwise
disposed of; the fee, if submitted, will be refunded less the handling fee
set forth in § 1.21(n).

An applicant may file a continuation or division of a
pending patent application by simply filing a request
therefor under 37 CFR 1.62 identifying the ** > Applica-
tion No. (series code and serial number)< of the prior
complete >nonprovisional< application and paying the
necessary application filing fee. The filing of a copy of
the prior >nonprovisional< application (required un-
der 37 CFR 1.60) is unnecessary and improper under the
procedure set forth in 37 CFR 1.62. To file a continua-
tion—in—part application, an amendment (not a new
specification) adding the additional subject matter and
an oath or declaration relating thereto ave also required.

Arequest for an FWC application under 37 CFR 1.62
may be signed by a registered practitioner acting in a rep-
resentative capacity under 37 CFR 1.34{a). However,
correspondence concerning the continuing application
will be sent by the Office to the correspondence address
as it appears on the prior >nonprovisional< application
until 2 new power of attorney, or change of correspon-
dence address signed by an attorney or agent of record in
the prior application, is filed in the FWC,
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The- “ﬁle wrapper contmumg (FWC) procedure rsi v
set forth in 37 CFR 1.62. Under this simplified proce- -
dure, any contmumg applrcanon such as a continuation,
eontmuatron-m-part ‘or divisional apphcatron may be} :
filed. The papers in the copendmg prior >nonprov1sron- :

al< apphcatron, which. apphcanon will become automat-

® >applrcatron< number is assrgned and the specrfrca—

- tion, drawings, and other papers in the parent applrca- o

tion file wrapper are used as the papers in the continuing

application. Changes in inventorship may be made. The

“file wrapper continuing” (FWC) procedure is available
for utility, design, plant, and reissue applications to file
continuing applications of the same type (utility, design,
plant, reissue) as the parent application. >An applica-
tion which claims the benefits of a provisional applica-

tion may not be filed under the provisions of 37 CFR

1.62.< Use of the FWC procedure will automatically re-
sult in express abandonment of the prior >nonprovi-
sional< application as of the filing date accorded the
continuation, continuation—in—part, or divisional ap-
plication.

The FWC procedure can be used for any continua-
tion, continuation—in—part, or divisional application
provided the applicant wishes the copending prior
>nonprovisional< application to become abandoned.
If a continuation or divisional application is desired
without abandonment of the parent application, the pro-
cedure under 37 CFR 1.60 should be used. Applicant
also has the option of filing new application papess with
a reexecuted oath or declaration under 37 CFR
1.53>(b)(D) <.

Under 37 CFR 1.62, the specification, claims, and
drawings, and any amendments in the prior >nonprovi-
sional < application are used in the continuation, contin-
uation—in—part, or divisional application. A new filing
fee is required in accordance with 35 US.C. 41 and
37 CFR 1.16. The only other statutory requirement un-
der 35 US.C. 111>(a)< is a signed oath or declaration.
Since a continuation or divisional application cannot
contain new matter, the oath or declaration filed in the
prior >nonprovisional< application would supply all
the information required under the statute and rules to
have a complete application and to obtain a filing date.
Accordingly, the previously filed oath or declaration will
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" be considered. to be the oath or declaratlon of the :

37 CFR 162 continuation or division. However, ifa

contmuatron—m—part applrcatlon is bemg filed, or’ ? SN

gcorrectron of mventorslup is: belng made; then a new’ S ﬂ-'_“'
oath or declaratron mustbe srgned and filed by the appll-:“ S

ically expressly abandoned will be used and any changesv - :icant
thereto desired when filmg the FWC apphcatron mustbe

made by amendment Under the FWC procedure, anew’

The ongmal drsclosure of an applrcatron filed under o

37 CFR 1 62 will be the orrgrnal parent appheuuon,‘ ‘

amendments entered in-the parent application, and -

‘amendments filed on the ﬁlmg date and referred to rn‘t s
the oath or declaration by the mventor(s) However, the .

filing fee will be based on the clarms in the 37 CFR 162
application after entry of any unentered amendments -

under 37 CFR 1.116 in the prior applrcatlon whose entry
has been requested by the applrcant and any preliminary i
amendment which may accompany the FWC request .
and filing fee. The Certificate of Mailing Procedure un- -
der 37 CFR 1.8 does not apply to filing a request for a
“File Wrapper Continuing” application since the filing
of such a request is considered to be a filing of national
application papers for the purpose of obtaining an ap-
plication filing date (37 CFR 1.8(a)(i)).

The applicant may file a signed FWC request and the
regular filing fee under 37 CFR 1.16 and other necessary
papers with the Patent and Trademark Office, either by
mail addressed to “Box FWC” or in person with the mail
room. An individual check or depaosit account authoriza-
tion should accompany each FWC application, since
combined checks delay processing.

The Correspondence and Mail Division sorts out all
“Box FWC” envelopes upon receipt and delivers them to
a reader for prompt special handling, The reader applies
the “Mail Room” date stamp and marks the categories of
the fees. The papers for each FWC application are as-
signed a regular national * >application< number and
placed in a “Jumbo” size file wrapper. The Special Han-
dling Branch reviews the FWC request for accuracy and
completeness and assigns the filing date if everything ap-
pears to be in order. There is no need for any processing
of the FWC application by the Classification or Ex-
amination Branches of Application Division since there
are no papers to be examined and the FWC application
is routed to the group assigned the prior >nonprovision-
al< application. When the FWC application file wrap-
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, Paragraph (a)of37 CFR 1.62 sets forth the minimum
a requnrements for obtaining a ﬁlmg date. Paragraphs (b

-and (¢) of 37 CFR 1.62set forth the ﬁhng fee aﬁd oath or
declaration requirements. d) relates to:
later filing of the filing fée_\ T oath or declaratlon as pro-
vided form 35 U.S. C 111>(a)< '

EXTEN SIONS OF TIME

: ﬁlmg a37 CFR 1 62 apphcatmn S0 that' ch claims will
nuity between the prior application and the FWC ap-~ not be overlooked. The issue clerk should check if prmr—"
plication, the petition for xtension of time must be filed ity data has been. entere.d on the file wrapper LA
as a separate paper directed to the prior >nonprovision- - - . Form Pa:agraph 2.28 may | be used to remmd apph-".' :
al< application. A general authorization to charge fees 'cant to msert parent apphcauon data Ly :
to adeposit account filed in the FWC application will not

be. constru?d asa petition for exter:sion of time in the q 2 23 Refeme in § 1.62 Cam",g Amlwamms A
prior application. See In re Kokaji, 2 USPQ2d 1309 - This application filed under 37 CFR 1.62 latks the necessary
(Comm’r Pat. 1987). Any petition for extension of time reference to the priovapplication. A statement reading “Thisisa{1]of**

directed to the prior application must be accompanied ~ >#pplication< no. (2}, filed {3]>"<shouldbeenteredfollowing thetitle
of the invention or as the first sentence of the specification. Also, the

by its own certificate of mailing under 37 CFR 1.8 (if esentsatus o fthe parent oo nduded.
mailed by first class mail) or under 37 CFR 110 (if ' paren awlmon(s) u

mailed by Express Mail), if the benefits of those rules are Examiner Note:

If an extensxon of time is necessary to establlsh contl- -

desired. 1.in® bracket 1 msert dmsm, mﬁnmnon, mmunuam— _ _‘ .
in-part. IR
CERTIFIED COPY 2.Use only in “file wrapper eonunmng” applications >under . .
. . . . . J7CFR 1.62<.
A certified copy of a continuation—in—part applica- >3. An application which claims the benefits of a provisional

tion filed under 37 CFR 1.62 will be prepared by the Cer- application may not be filed under the provisions of 37 CFR 1.62.< o
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201.06(h)

Approed for uss tvough 05131128, OMS cGe3-0023
Patent end Trademark Office, U.S. DEPARTMENT OF COMMERCE

REQUEST FORM FOR FILING A PATENT APPLICATION UNDER 37 CFR 1.62

|DOCKB‘I'NUMBER ANTICIPATED CLASSIFICATION PRIOR APPLICATION EXAMINER ART UNIT
OF THIS APPLICATION
Address to:
Comenissioner of Patents end Tredemarks
Box FWC

Washington, D.C. 20231
This is 2 Reguest for filing & Tlcominuation-in-part, [ Jcontinuation, [ divisional application under 37 CFR 1.62

of prior application Number ____/ . filed on entitled
I ‘ ‘ by following named inventor(s):
FULL NAME | FIRST GIVEN NAME SECOND GIVEN NAME
OF INVENTOR
RESIDENCE & 11V STATE OR FOREIGN COUNTRY | COUNTRY OF CITIZENSHIP |
CITIZENSHIP
POET GFFICE ADGHRESE (1] 14 STATE & 2P COOE 7 COUNTRY ™
ADDRESS
FULL NAME | CAMILY TAME PIRE T EVER RARE ™ "{ SECON0 GVEN NAVE
OF INVENTOR
RESIDENCE & | CHTY STATE O FOREIGN COUNTIRY | COUNTAY OF GITIZENSHIP
CITIZENSHIP
FOST OFFICE |FOST OFFICE ADORESS City ATE & 2P CODE/
ADDRESS
"FULL NAME | CAMILY NAME FIRST GIVEN NAME SECOND GIVEN NAME
OF INVENTOR
RESIDENCE & JCITY AYE OR FOREIGN © V¥ ICOUNTRY OF CITIZENSHIP
CITIZENSHIP
' BOSTGFRICE ADORESS [+112'4 STATE & 2IP CODE 7 COUNTRV ™
ADDRESS I

D Addidonal inventors sre being named on separately nombered sheei(s) attached hereto.
The shove identified prior spplication in which no payment of the issee fee, abandonument of, or termination of proceedings
has occusved, is hfereby expressly abamhﬁ):led under 3 C;FR 1.62(g) as of the filing date of this new gpplication. Please use
2ll the contents of the prior applicetion file wrapper, including the drawings, as the basic papers for the new application.
(Mo new specification is required, 37 CFR 1.62(e).) (Note: 37 CFR 1.60 may be used for co‘:letl!numion or divigignal
applications where the prior application is not w be abandoned.)
1. ) Enier the unentered amendment previously filed on under 37 CFR 1.116 in the
prior application.
2. OO A preliminery amendment is enclosed.
3. [ This application iz being filed by less than el the inventors named in the application. The Commissioner is requested
under 37 CFR 1.62(e) to delete the names of the following person or persoas from the prior application who are not
inventors of the invention being claimed in this epplication:

e T
{2} NUMBER FILED 13! NUMBER EXTRA 54! RATE {3) CALCULATION:
-2 = x$ = $

€27 CFR 1aald)

xsm =

3=

+s =

BASICFEE
(99 CTR 116(e}) ha

TOTAL =

sory dopercing vpon jha nesds ot e sl case.
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" MANUAL OF PATENT EXAMINING PROCEDURE.

T

- ,1 DA-.new oath @clamtionhcm:pliamew:ﬂlﬂcm'l.ﬁkincludedshm
eonﬁnuanon-m—pmwhwhdmclowsmdchimaddmdmm ‘

tpplicmonisaﬂcmﬁmaﬁm-in- Dcmunnation. Ddivisim.ofi plication ~ =~
'—'“"‘h"’ e s BOW abandoned.
9DPrwntyoffommapphcmmnmnber e ﬁ]edm A A i
| (country). : STRRRRE isclaimednnderSSU.SC 119>(a) (d)<

10. I:l 'I‘hepﬁorapplicationis misnedofteoom to :

1.0 ﬂwpowaofauomey mtfnepﬂorappﬁenﬁoniSto: (nm&addzws) 7

12.03 Also enclosed: S R |
Address all future correspondence to: (May only be completed by applicant, or auomey or agent of record)

It is understood that secrecy under 35 U.S.C. lzzmhmbywnvedtomeeantﬂmnfmfonmnmm
access is available to any one of the applications in the file wrapper of a 37 CFR 1.62 on.beu
either this application or a prior application in the same file wrapper, the Patent and
maypmvxdesnmilarinfommtionoracmstoallmeodterapplicnuonsmthesmﬁlewmpper

Daze : Signuture

thumc{s) Typed nted
DMmofmnpmM *
DAmmymagemofucord
Filed under 37 CFR 1.34(s)
Regisueion wenber if wiing wder 37 CFR 1.34(2)

(Pege 2 of 2]
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TYPES, CROSS-NOTING AND STATUS OF APPLICATIONS

| ;201 07 Continuation Application [R-l]

) A contmuatmn is a second apphcatlon for the same"‘_;
. ’mventlon claimedin a prior >nonprovisional < applica- -~

- tionand filed before the ongmal becomes abandoned or
nuation. apphcat:on may be ﬁ!edf Iy md )
153>(b)(1)<, 37 CFR 160, or . " =
37 CFR 1.62. “The. apphcant in the *>cont1nuanon< '

;'-patented i
- under’ 37 CFR

201.%

s mmmmmmmm
tion under 35 U.8.C, 119(e) should not bocalled a “continuation” of the

provisionsl spplication sincs the spplication will have its patent term .~
;;l7cekulatedﬁmmﬂmgmmmwmmm,m .

35U.5.C. 120,121, 0r 365(c) will have its patent termcalculated fromthe

f-_dateonwhwhﬂwearhmtappliwﬂmmﬁled,prmdedaspwﬁc s
" refmmmdemmeeadwrﬁledapp!mm(s),SSU.S.C.Ma)(Z) o

- -.#fi" o

application must include at least one inventor named in ~

the prior >nonprov1sxonal< apphcatlon The disclosure

presented in the contmuatlon must be the same as that of

 the original apphcatxon, ie., the contmuatlon should not

include anythmg which ‘would oonstltute new matter 1fv o
, - during the lifetime of an earlier >nonpr0v:smnal< ap-

* “plication by the same- applwant, repeatmg some; sub- - »
_stantial portion or all of the earlier >nonpr0\nsxonal< -
~application and adding matter not disclosed in the said

earlier "‘>nonprows10nal apphcatlon< (In re Klein;

inserted in the ongmal apphcatlon -

>An apphcatlon claiming the benefits of a prowsmn—, :

al application under 35 US.C. 119(e) ‘should not be

called a “contmuatlon” of the provnsnonal apphcanon;_
since the application will have its patent term calculated
from its filing date, whereas an application filed under
35 U.S.C. 120, 121, or 365(c) will have its patent term cal-
culated from the date on which the carliest application

was filed, provided a specific reference is made to the
earlier filed application(s), 35 U.S.C. 154(a)(2) and
(@B).<

At any time before the patenting or abandonment of
or termination of proceedings on his or her earlier
>nponprovisional< application, an applicant may have
recourse to filing a continuation in order to introduce
into the case a new set of claims and to establish aright to
further examination by the primary examiner. An ap-
plication under 37 CFR 1.62, however, must be filed
prior to payment of the issue fee.

For notation to be put on the file wrapper by the
examiner in the case of a continuation application, see
MPEP § 202.02.

Use Form Paragraph 2.05 to remind applicant of pos-
sible continuation status.

9 205 Possible Status as Continuation

Thisapplicationdisclosesand claimsonly subject matterdisclosedin
prior ** >application no.< [1], filed [2], and names an inventor of
inventors named in the prior application. Accordingly, this application
may constitute a continuation or division. Should applicant desire to
obtain the benefit of the filing date of the prior application, attention is
directed to 35 U.S.C. 120 and 37 CFR 1.78.

Examiner Note:

>1.< Thisparagraph should only be used if it appears that
the application may be a continuation but priovity has not been
claimed.

200-25

201 08 Continuatmn—in—l’art Application

[R-l]

| A contmuatnon—m—part is an apphcatlon ﬁled-

1930 C.D. 2; 393 0.G. 519 (Comm’r Pat.. 1930)) The -
contmuatlon-m—part apphcauon may be filed under

37 CFR 1.53>(b)(1)< or 37 CFR 1.62. An' apphcatnon
vader 37 CFR 1.62, however, must be filed prior to -

payment of the issue fee > or after payment of the is- _
sue fee if a petition under 37 CFR 1.313(b)(5) is
granted in the prior nonprovisional application.< o
- >An application claiming the benefits of a provision-

al application under 35 U.S.C. 119%(e) should not be -
called a “continuation—in—part” of the provisional ap-
plication since the application will have its patent term
calculated from its filing date, whereas an application
filed under 35 U.S.C. 120, 121, or 365(c) will have its pat-
ent term calculated from the date on which the earliest
application was filed, provided a specific reference is
made to the ecarlier filed application(s), 35 U.S.C.
154(a)(2) and (a)(3).<

The mere filing of a continuation—in—part does
not itself create a presumption that the applicant
acquiesces in any rejections which may be outstanding
in the copending national >nonprovisional< ap-
plication or applications upon which the continua- -
tion—in—part application relies for benefit.

A continuvation—in—part filed by a sole applicant
may also derive from an earlier joint application show-
ing a portion only of the subject matter of the later ap-
plication, subject to the conditions set forth im
35 US.C. 120 and 37 CFR 1.78. Subject to the same
conditions, a joint mnunuatm-—m—part application
may derive from an earlier sole applicatic

R, 1, Sepe. 1935



3. The - alleged *>cont1nuahon—m4pan< ap- -
plication “contams oris amended to contam a speclfic L

reference to the eatlier filed apphcatmn
For notatlon to be put on the file wrapper by the

‘examiner in the” case of a continuation—in—part ap- :
plication see MPEP § 202.02. See MPEP § 708 fot or-_ o

der of examination...
Use Form Paragraph 2.06 to remind apphcant of pos-
sible continuation—in—part status.

9 2.06 Possible Status as Continuation—in—Part
This application repeats a substantial portion of prior **>ap-
plication no.< [1}, filed {2}, and adds and claims additional disclosure

not presented in the prior application. Since this application namesan

inventor or inventors named in the prior application, it may constitute a
continuation—in—partof the prior application, Should applicant desire

to obtain the benefit of the filing date of the prior application,

attention is directed to 35 U.S.C. 120 and 37 CFR 1.78.

Examiner Note:

>1.< Thisparagraphshouldonlybeused whenitappesrsthatthe
application may qualify as a continuation—in—part, but no claim has
been filed.

Rev. 1, Sept. 1995

‘ ’bm'eilt of or termlhatlon of pfoceedmgs on‘ the’ﬁrsf ap=o
’ p]mmon or an apphcahon snm:larly entltled to the bene-' - gnnlicatio

Apphcant refers to this appm

‘uonno <[1],ﬁled[2] 'l‘lneuseoftheterm“mbmmw”mdwgnatean“* L
applicationwhichisinessencethe duplicateofanapplicationbythesame -
- applicant abandoned before’ theﬁhngofﬂnelstercueﬁn&nﬁiudf S
recognmomnthedemmn,Expamemwk,lNOC.D 1;5120G.739 .
" (Coma’r, Pat. 1940). The notation on the ﬁlewrapper(See MPEP - U0
§ 202.02) that one case is a submmme”foranothetmpmmdmthe R R

heading of the patent copies. A“mbsﬁmw"dmmmnﬂmbemﬁt
oftheﬁhngdateofthepmapplmuon e ,

201.10 Reﬁle o : _ ,
No officnal deﬁmtmn has been | gwen the term “Re° .

”tboughnt:ssomehmesusedasanaltematwefortbe B

term “Substitute.”

If the applicant dmgnatmhzsapphwuonas “Refle”

and the examiner finds that the application is in fact a
duplicate of a former application by the same party
which was abandoned prior to the filing of the second
case, the examiner should require the substitution of the




| TYPES, CROSS-NOfI‘ING,_AND srATus OF APPLICATIONS

i word “substrtute for* refile , since the former term has
official reeogmtron 'Ihe endorsement on the file wrap-

- perthatthe caseisa substrtute” will result in the further

' endorsement by the Assrgnment Division of any assngn-
- mentof the parent case that may have been made.

-Use Form Paragraph 2. 08 to remmd applrcant of pos-‘

sible refile status S

q 208 . Deﬁmuan ofa Reﬁle

Itisnoted thatappheantrefers to thrsapplreatronasa “gefile”. No .

official definition hasbeen given the term “refile”, thoughitissometimes
used as an alternative for the term “substitute”. Since this application
appears to be in fact a duplicate of a former application which was
abandoned prior to the filing of the second case, the substitution of the

word“substitute” for “refile,” mreqmredsmcethetenn subsntute”hasf

official recognition. ** Applrcant is reqmred to make appropriate
corrections.

20111 Continuity Between Applications:
‘When Entitled to Filing Date [R—1]

Under certain circumstances an application for pat-
ent is entitled to the benefit of the filing date of a prior
>nonprovisional< application >or provisional applica-
tion< which has at least one common inventor. The con-
ditions are specified in 35 U.S.C. 120 >and 35 US.C.
119(e).<

35 US.C. 120. Benefit of earlier filing date in the United States.
An application for patent for an invention disclosed in the manner
provided by the first paragraph of section 112 of this title in an
application previously filed in the United States, or as provided by
section 363 of this title, which is filed by an inventor or inventors named
in the previously filed application shall have the same effect, as to such
invention, as though filed on the date of the prior application, if filed
before the patenting or abandonment of or termination of proceedings
on the first application or on an application similarly entitled to the
benefit of the filing date of the first application and if it contains or is
amended 0 contain a specific reference to the earlier filed application.

>35 US.C. 119. Benefit of earlier filing date; right of priovity.

{e}(1) An application for patent filed under section 111(a) or
section 363 of thistitle for an invention disclosed in the manner provided
by the first paragraph of section 112 of this title in a provisional
application filed under section 111(b) of this title, by an inventor or
inventors named in the provisional application, shall have the same
effect, aste such invention, as though filed on the date of the provisional
application filed under section 111(b) of thistitle, if the application for
patent file¢ under section 111(a) or sectien 363 of this title is filed not
tater than 12 months after the date on which the provisionsal application
wasfiled andifitcontains orisamended to comtaina specificreferenceto
the provisional application.

{2) Apeovisional application filed under section 111(b) of thistitle
may not be relied upon in any proceeding in the Patent and Trademark

200- 27
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Ofﬁeeunlemthekewtmmwm)m(@efm :
41(a)(1) of this title has been paid and the provisional spplication was

,pcn&agontheﬁhngdawofﬂwapplmmnforpmwderm

111(a)orsecnon3630ﬂhrsuﬂe.< o

There are four eondmons for recervmg the benefit of

' an carlier filing date under 35 US.C. 120 >or under
. 35US.C.119e).<

1. The second applreatron ** must be an apphca-
tion for a patent for an invention which is also disclosed
in the first applrcatlon (the parent or original >nonpro-

“visional< application >or provisional application<);

the disclosure of the invention in the first application
and in the second application must be sufficient to com-
ply with the requirements of the first paragraph
of 35 US.C. 112. See In re Ahlbmcht, 168 USPQ 293 -
(CCPA 1971). .
- Form Paragraphs 2.09 and 2. 10 should beused where
the disclosure of the second application is not for an in-
vention disclosed in the *>first< application.

§ 2.09 Heading for Conditions for>Domesuc< Pnomy Under
I5US.C. >119(e) or< 120

Applicant has not complied with one or more conditions for
receiving the benefitof an carlierfiling date under 35U.S.C. *>[1}< as
follows: '

Examiner Note: _
>1. In bracket 1 insert either —11%(e)—or—120—, or both.<
>2. < Quae or more of the following form paragraphs 2.10 to

*>2.12< must follow depending upon the **>circumstances. <

§ 2.10 Disclosure Must Be the Same

‘Thesecond application ** must be an application for a patent foran
invention which is also disclosed in the first application (the parent >or
provisional< application); the disclosure of invention in the parent
application and in the *>second< application must be sufficient to
comply with the requirements of the first paragraph of 35 US.C. 112,
See In ve Aklbrechs, 168 USPQ 293 (CCPA 1971).

Examiner Note:
Thisparagraphmustbepreceded by headingparagraph2.09.

2. The *>second< application must be copending
with the first application or with an application similarly
entitled to the benefit of the filing date of the first ap-
plication. >With respect to provisional applications, the
second application must be filed not later than 12
months after the date on which the provisional applica-
tion was filed in order to establish copendency. If the last
day of pendency is on a Saturday, Sunday, or Federal hol-
iday, the nonprovisional application must be filed prior
thereto, 37 CFR 1.78(a)(3).<

Rev. 1, Sept. 1995
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3. The * >second< apphcatlon mnst contam a spe- '
cific reference to the pnor apphcatron(s) rn the speclfi- T

cation.

FonnParagraphs 2. 09 and 2. 12 *>are requrred to<‘

be used to mdrcate reference to the *>pnor< applica-
, tron *E o L ‘

11 2 12 Applzcauon Must Contam a Reference to Parent -

 **>Anapplicationinwhich thebenefitsofan carlier applicationare
desired< must contain a specific reference to the * >prior< applica-
tion(s) in the specrﬁcatlon .

Examiner Note: : '
‘ ThrsparagraphmustbeprecededbyheadmgparagraphZ09

4. The *>second < application must be filed by an
iaventor or inventors named in the prevrous]y filed ap-
plication. **

COPENDENCY

Copendency is defined in the clause which requires
that the second application must be filed before (a) the
patenting, or (b) the abandonment of,, or (¢) the termina-
tion of proceedings in the first application. >Since pro-
visional applications become abandoned, by operation
of law, 12 months after filing, any nonprovisional
application that claims the benefit of the provisional
application filing date must be filed not later than
12 months after the filing date of the provisional applica-
tion.<

Use Form Paragraphs 2.09 and 2.11 to indicate
copendency is required.

9 2.11 Application Must Be Copending With Parent
**> Anapplicationinwhich thebenecfitsofanearlierapplicationare

desired< must be copending with the *>prior< application or -

with an application similarly entitled to the benefit of the filing
date of the * >prior< application.

Examiner Note:
Thisparagraphmustbe precededbyheadingparagraph2.09.

If the first application issues as a patent, it is suffi-
cient for the second application to be copending with it if
the second application is filed on the same date, or be-
fore the date that the patent issues on the first applica-
tion. Thus, the second application may be filed while the
first is still pending before the examiner, while it is in is-
sue, or even (for applications filed under 37 CFR 1.53 or
1.60) between the time the issue fee is paid and the pat-
ent issues.

Rev. 1, Sept. 1995
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Ifthe first applwatwn is abandoned thesceond ap-

plication must be filed before the abandonment in or- o
- der for it to be copending with the first. The term “aban-

doned,” referstoabandommxtforfaﬁurewpmse-l'

cute (MPEP § 71 02), express ‘abandonment (MPEP

§ 711.01), and abandonment for- failure to pay the is-

‘sue fee (MPEP $ 712) >Prov1sronal applrcatlons be-
~ come abandoned by operatron of law, 12 months after
 filing (35 U.S.C. 111(b)(5)). A provisional applrcatlon

may become abandoned at an earlier date for failure

‘to comply with filing requirements such as failure to

submit the required fee in a timely. manner. (35 US.C.
111(b)(3)(c)). < If an abandoned application is revived
(MPEP § 711.03(c)) or a petition for late payment of
the issue fee (MPEP § 712) is granted by the Commis-
sioner, it becomes reinstated as a- pending application
and the preceding period of abandonment has no

effect. > A provisional application that has been aban-

doned may be revived so as to be pending for a period
of no longer than 12 months from its filing date
(37 CFR 1.139).<

The expression “termination of proceedings” in-
cludes the situations when an application is abandoned
or when a patent has been issued, and hence this ex-
pression is the broadest of the three.

After a decision by the Court of Appeals for the Fed-
eral Circuit in which the rejection of all claims is af-
firmed, proceedings are terminated on the date of re-
ceipt of the Court’s certified copy of the decision by the
Patent and Trademark Office, Continental Can Compa-
ny, Inc. v. Schuyler, 168 USPQ 625 (D.D.C. 1970). There
are several other situations in which proceedings are ter-
minated as is explained in MPEP § 711.02(c).

When proceedings in an application are terminated,
the application is treated in the same manner as an aban-
doned application, and the term “abandoned applica-
tion” may be used broadly to include such applications.

The term “continuity” is used to express the relation-
ship of copendency of the same subject matter in two dif-
ferent applications of the same inventor **>. The < sec-
ond application may be referred to as a continuing ap-
plication >when the first application is not a provisional
application.< Continuing applications include those ap-
plications which are called divisions, continuations, and
continuations—in—part. As far as the right under the
statute is concerned the name wsed is immaterial, the
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names bemg merely cxpressmns developed for conve-
nience. The statute is so worded that the first application
may contain more than the second, or the second ap-

plication may contain more than the first, and in either

case the second application is ,entltled to the benefit of
the filing date of the first as to the common subject mat-
ter. B

REFERENCE TO FIRST APPLICATION

The third requirement of the statute is that the sec-
ond (or subsequent) application must contain a specific
reference to the first application. This should appear as
the first sentence of the specification following the
title preferably as a separate paragraph (37 CFR
1.78(a)). >When the nonprovisional application is en-
titled under 35 U.S.C. 120 to an earlier U.S. effective
filing date, a statement such as “This is a division (con-
tinuation, continuation—in—part) of Application No.
——-, filed - ——"" should appear as the first sentence of
the description, except in the case of design applications
where it should appear as set forth in MPEP § 1503.01.
When the nonprovisional application is entitled to an
earlier U.S. effective filing date of one or more provi-
sional applications under 35 U.S.C. 119(¢), a statement
such as “This application claims the benefit of U.S. Pro-
visional Application N¢:. 60/———, filed ———, and U.S.
Provisional Application No. 6§/ —-—, filed ——-."
should appear as the first sentence of the description. In
addition, for an application which is claiming the benefit
under 35 U.S.C. 120 of a prior application, which in turn
claims the benefit of a provisional application under 35
U.S.C. 119(e), a suitable reference would read, “This ap-
plication is a continuation of U.S. Application No.
08/=——, filed — ——, now abandoned, which claims the
benefit of U.S. Provisional Application No. 60/———,
filed ———.”< Status of *>nonprovisional< parent ap-
plications (whether it is patented or abandoned) should
also be included. If a parent application has become a
patent, the expression, “Patent No. _ _ ” should follow
the filing date of the parent application. If a parent ap-
plication has become abandoned, the expression “aban-
doned” should follow the filing date of the parent ap-
plication. In the case of design applications, it should ap-
pear as set forth in MPEP § 1503.01. In view of this re-
quirement, the right to rely on a prior application may be
waived or refused by an applicant by refraining from in-
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20111

sertmg a rcfercmce to the pnor appbcatlon in the spcclﬁ
cation of the later one. If the examiner is aware of the -

fact that an application is a continuing apphcatnon ofa

~prior one, he or she should merely call attention to this in

‘an Office action by using the wording of Form Para-
~ graphs 2,15 or 2.16.- ‘

9 215 ReferencetoPammAmkcauon, 35U8.C. >119(e)or<

120 Benefit

lfapphcantdemespnontyundeﬁsu S C.* >fl)< basedupona

parent application, specific reference to the parent application must be

made in the instant applicatiorf. This should appear asthe firstsentence
of the speclficatlon following the title, preferably as a separate paia-
graph. Status of >* nonprovisional< parent application >s< (whether
patented or abandoned) should also be included. If a parent application
has become a patent, the expression “>now< patent no.” should follow
the filing date of the parent application. If a parent application bas
become abandoned, the expression “>now< abandoned” should follow
the filing date of the parent application.

>Examiner Note:
In bracket 1, insert 119(¢) or 120.<

9 216 Refcrence to Copending Application

It is noted that this application appears to claim subject matter
disclosed in prior copending **>application< no. [1}, filed [2].
Areference tothe prior application mustbe inserted asthe first sentence
of the specification of this application if applicant intends to rely on the
filing date of the prior application under >35 US.C. 119(e) or<
35 US.C. 120 See 37 CFR 1.78(a). Also, the present status of all
*>nonprovisional< applications >referenced< should be included.

If the examiner is aware of a prior application he or
she should note it in an Office action, as indicated above,
but should not require the applicant to call attention
to the prior application.

In 37 CFR 1.60 cases, applicant, in the amendment
canceling the nonelected claims, should include direc-
tions to enter “This is a division {continuation) of ap-
plication Serial No. , filed ? as the first
sentence. Where the applicant has inadvertently failed
to do this the wording of Form Paragraph 2.17 should be
used. Where the 37 CFR 1.60 case is otherwise ready for
allowance, the examiner should insert the quoted sen-
tence by examiner’s amendment.

Applications are sometimes filed with a division, con-
tinuation, or continuation—in—part oath or declaration,
in which the oath or declaration refers back to a prior ap-
plication. If there is no reference in the specification, in
such cases, the examiner should merely call attention to
this fact in his Office action, utilizing the wording of
Form Paragraph 2.17.
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q 217 Refe;encem * >37 CFR< 1L 60CananumgAppkca
tions.

“This app!watwn ﬁled under 37 CFR 1.60 lacks the uecessary.
.refereneetothepmrapplwanou Amtementreadmg"’l‘h:ama[l]of’
apphcauon 'no [2) filed Br shouldbeenteredfollowmgthentleofthe e
invention or as the first sentenice of the specification. . ‘Also, the .
*>current< status of all >non-provmronal< parent appllcauons

>referenced< should be mcluded i

Examiner Note: B

1.In * bracket 1 lnsert erther - dmsmn - or - oontmu-
ation — :
2. Use only fer 37 CFR 1.60 applrcanons For Flle Wrapper

2.28.
>3.Donotuseif the prior apphcatwn lsapmwsmnal apphcanon <
Where the apphcant has inadvertently failed to make
a reference to the parent case in an application filed un-
der 37 CFR 1.60 or 1.62 which is otherwise ready for is-

sue, the examiner should insert the required reference

by examiner’s amendment.

Sometimes a pending application is one of a series of
applications wherein the pending application is not co-
pending with the first filed application but is copending
with an intermediate application entitled to the benefit
of the filing date of the first application. If applicant de-
sires that the pending application have the benefit of the
filing date of the first filed application he or she must, be-
sides making reference in the specification to the inter-
mediate application, also make reference ia the specifi-
cation to the first application. See Hovlid v. Asari,
134 USPQ 162; 305 F. 2d 747 (9th Cir. 1962) and Sticker
Industrial Supply Corp. v. Blaw—Knox Co., 160 USPQ 177
( 7th Cir. 1968).

There is no limit to the number of prior applications
through which a chain of copendency may be traced
to obtain the benefit of the filing date of the carliest
of a chain of prior copending applications. See In re
Henriksen, 158 USPQ 224; 853 0.G. 17 (CCPA 1968).

A second application which is not copending with the
first application, which includes those called substitutes
in MPEP § 201.09, is not entitled to the benefit of the fil-
ing date of the prior application and the bars to the grant
of a patent are computed from the filing date of the sec-
ond application. An applicant is not required to refer to
such applications in the specification of the later filed
application, but is required to otherwise call the exam-
iner’s attention to the earlier application if it or its con-
tents or prosecution are material as defined in
37 CFR 1.56(b). If the examiner is aware of such a prior

Rev. 1, Sept. 1995

Contmumg apphcauons under 37 CFR 1. 61 *>use< form paragraph

, abandoned apphcatron he or she should make a refer .
 ence to it in an Office action in order that the record of

" the second application will show this fact. I
Ifan applrcant refers to a prior non-copendmg aban- L
4 doned application in the specnﬁcatlon, the manner of re- .

femng to'it should make it evrdent that nt was aban-r
doned before fnlmg the seoond S

~_For notations to be placed on the ﬁle wrapper in the .

' case of continuing apphcatxons see. MPEP §' 202 02 and '

- >§<130209. :
>Effective June- 8, 1995 Pubhc Law 103-465 R

amended 35US.C. 15410 change the term of apatentto -

20 years measured from the fihng date of the carliest
uUs. apphcatron for which beneﬁt under 35 US.C.
120, 121 or 365(c) is claimed. The 20—year patent term

apphes to all utility and plant patents issued on applica-

tions filed on or after June 8, 1985. As aresult of the
20—year patent term, it is expected, in certain circum-
stances, that applicants may cancel their claim to priority
by amending the specification (no supplemental declara-
tion is necessary) to delete any references to prior ap-
plications. Upon entry of the amendment, the examiner
must make sure the information on the file wrapper is
corrected. See also MPEP § 707.05 and § 1302.09.<

SAME INVENTOR OR INVENTORS

The statute also requires that the * applications
>claiming benefit of the eatlier filing date under
35 U.S.C. 119(e) or 120< be filed * by an inventor or in-
ventors named in the previously filed application ** >or
provisional application.<

WHEN NOT ENTITLED TO BENEFIT OF
FILING DATE

Where the first application >(a nonprovisional ap-
plication)< is found to be fatally defective because of in-
sufficient disclosure to support allowable claims, a sec-
ond application filed as a “continuation—in—part” of
the first application to supply the deficiency is not en-
titled to the benefit of the filing date of the first applica-
tion; Hunt Co. v. Mallinckrodt Chemical Works, 83 USPQ
277, 281 (2d Cir. 1949) and cases cited therein.

Any claim in a continuation—in—part application
which is directed solely to subject matter adeguately dis-
closed under 35 U.S.C. 112 in the parent >nonprovision-
al< application is entitled to the benefit of the filing date
of the parent >nonprovisional< application. However,
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ifa claun ina contmuatlon—m--part apphcat:on recites
a feature which was not disclosed or adequately sup-
ported by a proper dlsclosure under 35 US.C, 112 in the
parent >nonprov1suonal< appllcatlon, ‘but which, was
first introduced or adequately supported in the continu-
ation~in—part application such a claim is entitled only
to the filing date of the continuation—in—part apphca-

tion; In re Von Lagenhoven, 458 F2d 132,136, 173 USPQ -

426,429 (CCPA 1972) and ChmmalloyAmencan Corp.v.

Alloy Surfaces Co., Inc., 339 F. Supp. 859, 874,173 USPQ‘

295, 306 (D. Del. 1972).

- Bywayof further illustration, if the claims of a contin-

uation~i n—part application which are only entitled to

tize continuation—in—part filing date, “read on” such’

published, publicly used or sold, or patented subject mat-
ter (e.g., as in a genus— species relationship) a rejection
under 35 U.S.C. 102 would be proper. Cases of interest in
this regard are as follows: In re Steenbock, 83 E2d 912,
30 USPQ 45 (CCPA 1936): In re Ruscetta, 255 F.2d 687,
118 USPQ 101 (CCPA 1958); In re Hafner, 410 F.2d 1403,
161 USPQ 783 (CCPA 1969); In re Lukach, 442 F.2d 967,
169 USPQ 795 (CCPA 1971); and Ex parte Hageman,
179 USPQ 747 (Bd. App. 1971).

201.11(a) Filing of Continuation or
Continuvation-in—Part Application
During Pendency of International
Application Designating the
United States [R—1]

It is possible to file a U.S. national application under
35 US.C. 111>(a)< and 37 CFR 1.53>(b)(1)< during
the pendency (prior to the abandonment) of an interna-
tional application which designates the United States
without complciing the requirements for entering the
national stage under 35 U.S.C. 371(c). The ability to take
such action is based on provisions of the United States
patent law. 35 U.S.C. 363 provides that “An international
application designating the United States shall have the
effect from its international filing date under article 11 of
the treaty, of a national application for patent regularly
filed in the Patent and Trademark Office...”. 35 U.S.C.
371(d) indicates that failure to timely comply with the re-
quirements of 35 U.S.C. 371(c) “shall be regarded as
abandonment by the parties thereof...”. It is therefore
clear that an international application which designates
the United States has the effect of a pending U.S. ap-
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; 2@1.13
plwauon from the international ap@cauon filing date

. until its abandonmcnt as to the United States, The first
- sentence of 35 US.C. 365(c) specifically provides that
“In accordance wuth the conditions and ; requirements of

sectlon 120 of this title,... a national apphcatlon shall be
entltled to the benefit of the filing date of a prior mterna-
txonal apphcatlon designating the United States.” The
condition of 35 U.S.C. 120 relating to the time of filing
reqmres the later appllcatmn to be. “filed before the pat-
enting or abandonment of or termmatlon of proceedmgs -
on the first application...”. The filing of a continuation or
continuation—in—part apphcatlon of an. international
application may be useful to patent applicants where the
oath or declaration required by 35 U.S.C. 371(c)(4) can-

ot be filed as required by 37 CFR 1.494(h) or 1.495. An

applicant filing an application under 35 US.C. .
111>(a)< and 37 CFR 1.53>(b)(1)< may obtain addi-
tional time to file the oath or declaration under 37 CFR
1.53(d)>(1) < and 1.136(a).

A Continuing application under 35U.S. C 365(c) and
120 must be filed before the abandonment or patenting
of the prior >nonprovisional < application. See 37 CFR
1.494 and 1.495.

201.12 Assignment Carries Title [R—1]

Assignment of an original application carries title to
any divisional, continuation, or reissue application stem-
ming from the original application and filed after the
date of assignment. Sec MPEP § 306. >When the assign-
ment is in a provisional application, see MPEP
§306.01.<

201.13 Right of Priority of Foreign
Application [R—1]

Under certain conditions and on fulfilling certain re-
quirements, an application for patent filed in the United
States may be entitled to the benefit of the filing date of a
prior application filed in a foreign country, to overcome
an intervening reference or for similar purposes. The
conditions are specified in 35 U.S.C. 119> (2)—(d).<

35 U.S.C. 119. Benefit of earlier filing date in foreign couniry; right
to priority.

** >(a) An application for patent for an invention filed in this
country by any personwho has, or whese logal representatives or assigns
have, previvusly regularly filed an application for a patent for the seme
invention ina foreign country which affords similar privilegesinthe caze
ofappmmmedmweummmmmmwmum
States, shall have the seme effect as the seme spplication
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" _medmmuoommymmedmonwmmmppmmfmmfmme-‘

same invention was firstfiled insuch foreign country, if the applicationin

. umcountrytsﬁledwnthintwelvemonﬂmfmmtheearhestdammwmh‘

T su@hfomgnapphcaﬁonwasﬁled,butnopatentshallbegrmtedonany
" application for patent for an invention which had been patented or - -
described. maprmtedpubltcatzon manycounuymoretbanoneyearff-

before the date of the actual ﬁhng of the apphcatxon in this country, or

whlchhadbeenmpubhcuseomnsalemthnscountxymorethanoneyear; i

pnortosuchﬁlmg

-(b)-No apphcauon for patent shall be entltled to th:s nght of :

. pnontyunlessaclanmthereforandacemﬁedcopyoftheongmalfore@;

appllcatmn,spemﬁeamanddrawmgsuponwhlchmsbasedareﬁledm‘ .
-the Patent and Trademark Oﬁ‘icebeforethepatent isgranted; oratsuch -

time during the pendency ‘of the -application ‘as: requu'ed by the
Commlss:oner not éarlier than six. months after the filing of the
appltcatlonmthtseountry Suchcemﬁcauonshallbemadebythepatent
office of the foreign country in which filed and show the date of the
apphcanon and of the filing of the specification and other papers. The
Commissioner may requite a translation of the papers filed if not in the
‘English langusge and such other information as he deems necessary.
~(¢). In like manner and subject to the same conditions and
requirements, the right provided in this section may be based upon a

subsequent regularly filed application in the same foreign country

instead of the first filed foreign application, provided that any foreign
application filed prior to such subsequent application has been with-
drawn, abandoned, or otherwise disposed of, without having been laid

opentopublicinspection andwithoutleavinganyrightsoutstanding,and

hasnotserved, northereafter shallserve, asa basis for claiming aright of
priority.

(d) Applicationsforinventors’ certificatesfiledin aforeigncountry
in which applicants have a right to apply, at their discretion, either for a
patent or for an inventor’s certificate shall be treated in this country in
the same manner and have the same effect for purpose of the right of
priorityunder this section as applications for patents, subieci tothe same
conditions and requirements of this section as apply to applications for
patents, provided such applicants are entitled to the benefits of the
Stockholm Revision of the Paris Convention at the time of such filing.

(e)(1) An application for patent filed under section 111(a) or
section 363 of this title for an invention disclosed in the manner provided
by the first paragraph of section 112 of this title in a provisional
application filed under section 112(b) of this title, by an inventor or
inventors named in the provisional application, shall have the same
effect, asto suchinvention, as though filed on the date of the provisional
application filed under section 111(b) of this title, if the application for
pateat filed vader section 111(a) or section 363 of this title is filed not
later than 12 months after the date on which the provisional application
wasfiledandifitcontainsoris amendedto containa specificreference to
the provisional application.

(2) A provisional application fited under section 111(b) of this
title may not be relied upon in any proceeding in the Patent and
Trademark Office unless the fee set forth in subparagraph (A) oz (C) of
section41(a)(1) of thistitlc hasbeen paid and the provisional application
was pending on the filing date of the application for patentunder section
111(z) or section 363 of this title.<

37 CFR 1.55 Claim for foreign priovity.

** >(a) Anapplicantin a nonprovisional application mayclsimthe
benefit of the filing date of coe or more prior foreign applications under
the conditions specified in 35 U.S.C. 119(a)—(d) and 172. Theclaimto
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- required by § 1.63. The claim for priosity T
" foreign application specified in35US.C. llm)mmmﬁhdmtheme SRR
_of an interference (§ 1.630), when necessary to overcome the dateofa ~ -
* reference relied upon by the examiner, when specifically required by the -
exammer,andmallothercmes,befocethepamxmgmnm Itheclaim
“forpnomyorthecemﬁedcopyofthefmemapphcaﬁonmmedafterﬂr .
by a petition. SRR
requestingentry andby the feeset forthin § 1. 17(i)- Ifthecemﬁedcopy{ e

- filedisnotin the English language, a trtanslationneed notbe filedemcept .~
'mthecascofmterfemnce,orwhennewmrytommthedawofa TSR
‘reference relied upon by the examiner; or when specifically requiredby
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priority necd bo in 50 special form and may be made by the attorey oc
ageatif theforeign isreferredtointhecathor declarationas
and the certified copy of the

the date thic issue fee is paid, it must be

the examiner, in which event an English language translation mustbe -

_ filedtogether withastatement that the translation of the certified copyis M
accurate. Thestatementmustbeavenﬁedstatement:fmadebyaperson, o
not registered to practice before the Patcnta_nd Ttademark Office.< R

L -n‘t.t ‘

The penod of 12 months speclﬁed in thls sectionis
6 months in the case of desngns, 35 USC 172 See
MPEP § 1504.10.

* 'The conditions, for benefit of the ﬁlmg date of a prior

application ﬂled ina forelgn country, maybe hsted asfol-

lows:

.1. The foreign application must be one filed in “a
foreign country which affords similar privileges in the
case of applications filed in the United States or to citi-
zens of the United States.”

2. The foreign application must have been filed by
the same applicant (inventor) as the applicant in the
United States, or by his or her legal representatives or as-
signs. '

3. The application, or its earliest parent United
States application under 35 U.S.C. 120, must have been
filed within twelve months from the date of the earliest
foreign filing in a “recognized” country as explained be-
low.

4. The foreign application must be for the same in-
vention as the application in the United States.

S. In the case where the basis of the claim is an ap-
plication for an inventor’s certificate, the requircments
of 37 CFR 1.55(c) must also be met.

Applicant may be informed of possible priority rights un-
der 35 US.C. 119>(a)—(d)< by using the wording of Form
Paragraph 2.18.

9 218 Right of Priority Under 35 US.C. 119>(a)~{d)<

Applicant is advised of possible benefits ander 35 US.C. 119
>(2)~(d) <, wherein anapplication for patent filedin the United States
maybe entitled to the benefitof the filing dete of a prior application filed
in a foreign country.
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the latest rev1s10

Revnsnon became effectwe on August 25, 1973 One of - :
the many provnsmns of the treaty requires each of the ad-}
hermg countries to accord the right of pnonty to the na- ,

. tionals of the other countnes and the ﬁrst United States

statute relatmg to this subject was enacted to carry out

this obligation. There is another treaty between the
United States and some Latin American countries which -
also provides for the right of priority. A foreign country

may also provide for this right by reciprocal legislation.
It should be noted that Taiwan (Republic of China) is
not a country for which the right of priority is recognized

in the United States. Therefore, benefit of the filing date

of an application filed in Taiwan cannot be accorded.

NOTE: Following is a list of countries with respect to
which the right of priority referred to in 35 US.C.
119>(a)—(d)< has been recognized. The letter “I” fol-
lowing the name of the country indicates that the basis
for priority in the case of these countries is the Paris Con-
vention for the Protection of Industrial Property (613
0.G. 23, 53 Stat. 1748). The letter “P” after the name of
the country indicates the basis for priority of these coun-
tries is the Inter—American Convention relating to In-
ventions, Patents, Designs, and Industriai Models,
signed at Buenos Aires, August 20, 1910 (207 O.G. 935,
38 Stat. 1811). The letter “L’ following the name of the
country indicates the basis for priority is reciprocal legis-
lation in the particular country.

Algeria (1),
Argentina (I),
Armenia (),
Australia (I),

f:{TYPES CROSS-NO’I‘ING ANDSTA'IUS ompmcxnous L

 Switzerland. “This treaty has been revised s _veral times,
ffect bemg written in Stockholmin.
July, 1967 (copy at Appendix P of this Manual). Articles f~
13-30 of the Stockholm Revision became effective on .-

September 5, 1970 Artlcles 1—12 of the: Stockholm”f' i |
o ~(‘entral Afncan Repubhc (l), e

. Chad b (1)9 :
China ** (1,

- Congo(l),

* Costa Rica (P),

‘Cameroon (I), i :
: .Canada @,

Cote d’Ivonre I,
Croatia (I),
Cuba (I, P),
Cyprus (D),

" Czech Republic (1),

Democratic People’s Repubhc of Korea (I),
Denmark (I), '
Dominican Republic (LP),
Ecuador (P),

Egypt (1),

El Salvador (I),

Estonia (1),

Finland (I),

France (I),

Gabon (1),

Gambia (1),

Georgia (I),

Germany (D),

Ghana (1),

Greece (1),

Guinea (I),

Guinea —Bissau (1),
Guatemala (P),

>Guyana (I),<

Haiti (I,P),
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: -Lxechtenstem (I),
Lithuania (I), -
Luxembourg (I),
Madagascar (I),
Malawi (1),
Malaysia (I),
Mali (1),

Malta (),
Mauritania (I),
Mauritius (1),
Mezxico (I),

>Moldova, Republic of (I),<

Monaco (1),
Mongolia (I),
Morocco (),
Netherlands (I),
New Zealand, (I),
Nicaragua (P),
Niger (I),

Nigeria (I),
Norway (1),
Paraguay (>1,<P),
>Peru (I),<
Philippines (1),
Poland (1),
Portugal (1),

Rev. 1, Sept. 1995

 Tunisia (I), e
Turkey (I), o
_ >'Ihrkmemstan (1),

' Ukrame (I), S
‘United ngdom (l), .
Uruguay (I, P), -

- >Uzbekistan (I),<
Viet Nam (I),

Yugoslavia (I),
Zaire (I),
Zambia (I),
Zlmbabwe ().

'Iivelve Afncan Counmes have Jomed together to
create a commion patent office and to promulgate a com-
mon law for the protection of inventions, trademarks,
and designs. The common patent office is called “Orga-
nisation Africain de la Propriete Intellectuelle™ (OAPI)
and is located in Yaounde, Camercon. The English title
is “African Intellectual Property Organization.” The
member countrics using the OAPI Patent Office are Be-
nin, Cameroon, Central African Republic, Chad, Cong,
Gabon, Cote d'Ivoire, Mauritania, Niger, Senegal, Re-
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: pubhc of 'Ibgo andBurkma Faso Smce all these coun-

- tries adhere to the Paris Convention for the Protection
S o Industnal'”
L '_-72_119>(a) (d)< may’ be claimed of an apphcatron filed m{. L

operty, pnonty _under 35 US.C.

and no 'pon the cmzenshrp of the apphcant

. RIGHT OF PRIORITY (35 USC. 119>(a) (d)< AND . the. assngnee, or by the legal rep sentatwe or: agent of =
. the inventor whlch is. permrtt :
tries, rather than by the inventor himself, but in s

- _cases the name of the i mventorns usuallyglven inthefor- - =

~ eign apphcatmn on a paper filed therein. An indication ©
~of the xdentnty of inventors made in the cath or declarar

 tion accompanying the U.S. >nonprov:sxonal< apphca- o

tion by identifying the forelgn ‘application and statmg o
-that the foreign appllcatmn had been filed by the assign-"
 ee, or the legal representatnve, or agent, of thei mventor,

365) BASED ON ‘A FOREIGN APPLICATION
" FILED UNDER A BILATERAL OR .
- MULTILATERALTREATY

- Under Artlcle 4A of the Pans Conventlon for the
Protection of Industrral Property a nght of priority may

be based either on an application filed under the nation- -
allaw of a foreign country adhering to the Conventionor
on a foreign application filed under a bilateral or multi- -
lateral treaty concluded between two or more such coun-

tries. Examples of such treaties are The Hague Agree-
ment Concerning the International Deposit of Industrial
Designs, the Benelux Designs Convention, and the Li-
breville Agreement of September 13, 1962, relating to
the creation of an African Intellectual Property Office.
The Convention on the Grant of Europear Patents and
the Patent Cooperation Treaty (MPEP§ 201.13(b)) are
further examples of such treaties.

The Priority Claim

In claiming priority of a foreign application previous-
ly filed under such a treaty, certain information must be
supplied to the Patent and Trademark Office. In addi-
tion to the application number and the date of the filing
of the application, the following information is required:
(1) the name of the treaty under which the application
was filed-and (2) the name and location of the national or
intergovernmental authority which received such ap-
plication.

Certification of the Priority Papers

Section 119>(b)< of Title 35 of the United States
Code requires the applicant to furnish a certified copy of
priority papers. Certification by the authority empow-

18 _"nal Affairs to' determme if there has been any_
change in the status of that country ‘It should be noted
that the right is based on the. country of the forelgn filmg

lsfy the certrﬁeatmn reqmrement. '
‘ L Idenmy_ ofInventom

me foreign coun- - -

or on behalf of the inventor, as the case may be; is accept- :
able. Joint inventors A and B in *>a nonprorvrsronak
application filed in the United States Patent and Trade- .
mark Office may properly claim the benefit of an ap-
plication filed in a foreign country by A and another ap-
plication filed in a foreign country by B, i.e., A and B may
each claim the benefit of their foreign filed applications.

Time for Filing U.S. >Nonprovisional< Application

The United States >nonprovisional < application, or
its earliest parent >nonprovisional< application under
35 U.S.C. 120, must have been filed within 12 months of
the earliest foreign filing. In computing this 12 months,
the first day is not counted; thus, if an application was
filed in Canada on January 3, 1983, the U.S. >nonprovi-
sional < application may be filed on January 3, 1984. The
Convention specifies in Article 4C(2) that “the day of fil-
ing is not counted in this period.” (This is the usual meth-
od of computing periods, for example a 6—month period
for reply to an Office action dated January 2 does not ex-
pire on July 1, but the reply may be made on July 2.) If the
last day of the 12 months is a Saturday, Sunday, or Feder-
al holiday within the District of Columbia, the US.
>nonprovisional< application is in time if filed on the
next succeeding business day; thus, if the forcign applica-
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ered under abnlateral or multnlateral treaty torecciveap-
- plications which give rise to a right of priority under Ar-
. ticle4A(2) ofmePansConventlonwﬂlbedeemedtosat‘ R

such




"..',:‘i201 13
~ tionwas filed on September4 1981 theU S. >nonprovi-

day of the penod isan oﬂ' cial hohday, oradayon Wthh

‘the Office is not open for the filing of applications in the

countly where protection is clanmed the period shall be
 extended until the first following working day” (Article

4C3), if the twelve monihs expires on Saturday, the U.S.

application may be filed on the following Monday. Note
Ex parte Olah and Kuhn, 131 USPQ 41 (Bd. App. 1960).

Filing of Papers Durmg Unscheduled Closings of the
 Patent and Trademark Office

When the Patent and Trademark Office is officially
closed by Executive Order of the President or by the Of-
fice of Personnel Management for an entire day because
of some unscheduled event, such as adversc weather
conditions, the Patent and Trademark Office will consid-
er that day as a “federal holiday within the District of Co-
lumbia” under 35 U.S.C. 21. Any action or fee due that
day will be considered timely for the purposes of 35
US.C. 119, 133, and 151, if the action is taken or fee
paid, on the next succeeding business day on which the
Patent and Trademark Office is open.

When the Patent and Trademark Office is open for
business during any part of a business day between 8:30
a.m. and 5:00 p.m., papers are due on that day even
though the Office may be officially closed for some peri-
od of time during the business day because of an un-
scheduled event. The procedures of 37 CFR 1.10 may be
used for filing applications.

Information regarding whether or not the Office is
officially closed on any particular day may be obtained by
calling (703)—305-4357.

First Foreign Application

The 12 months is from earliest foreign filing except as
provided in ** 35 U.S.C 119>(c)<. If an inventor has
filed an application in France on January 4, 1982, and an
identical application in the United Kingdom on March 3,
1982, and then files in the United States on February 2,
1983, the inventor is not entitled to the right of priority at
all; the inventor would not be entitled to the benefit of
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~ " the date ofthe French applwatnonsmcetlusapplmuoa ~
o _sxona1< apphcatxon is in time if filed on September 7, . w
- 1982, since September 4,1982, wasa Saturday and Sep- S0
~ tember5,1982 was a Sunday and September 6, 1982 was
" “a Federal holiday. Since January 1, 1953, the Office has
- not reeewed apphcatrdns on Saturdays and, inview of 35 -
US.C. 21, and the Conventron which provndes “if the last

was filed more than twelve months before: the U.S. ap-

Aphcatxon, and the inventor would not. be entrtled tothe = -
benefit of the date of the United ngdom apﬂxeatlonf o
. since this appllcatlon is not the. first e one filed. Ahrensv.
* Gray,1931CD.9; 402 0.G. 261 (Bd App 1929) Ifthefk o

. first forelgn apphcatlon was ﬁled ina muntry which is ‘*
not recognized with respect to the nght of pnonty, it lsl '

dnsregarded for this purpose..

" Public Law 87-333 modlfied 3SUSC, 1195@)<to’ o
. extend the nght of pnonty to subsequent” foreign ap-
~ plications if one earlier filed had been w1thdrawn, aban- -

doned, or otherwnse dlsposed of under certam condl-
tions. ‘ : s
 The United ngdom and afew other eountnes have _

a system of “post—dating” whereby the filing date of an -

application is changed to a later date. This “post—dat-
ing” of the filing date of the application does not affect -
the status of the apphcatlon with respect to the right of
priority; if the original ﬁlmg date is more than one year
prior to the U.S. filing no right of priority can be based
upon the application. See In re Clamp 151 USPQ 423
(Comm’r. Pat. 1966).

If an applicant has filed two foreign applications in
recognized countries, one outside the year and one with-
in the year, and the later application discloses additional
subject matter, a claim in the U.S. application specifical-
ly limited to the additional disclosure would be entitled
to the date of the second foreign application since this
would be the first foreign application for that subject
matter.

EFFECT OF RIGHT OF PRIORITY

The right to rely on the foreign filing extends to over-
coming the effects of intervening references or uses, but
there are certain restrictions. For example, the 1 year bar
of 35 U.S.C. 192(b) dates from the U.S. filing date and
not from the foreign filing date; thus if an invention was
described in a printed publication, or was in public use in
this country, in November 1981, a foreign application
filed in January 1982, and a U.S. application filed in
December 1982, granting a patent on the U.S. applica-
tion is barred by the printed publication or public use
occurring more than one year prior to its actual filing
in the U.S.

The right of priority can be based upon an ap-
plication in a foreign country for a so—called “util-
ity model,” called Gebrauchsmuster in Germany.
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" 201 13(a) Right of Priority Based Upon an
' Application for an Inventor’s

a6 ,i o
A 37 CFR y A 55 CIazm forforelgn pnamy

. t*t**

“e >(b) An apphcant ina nonprawmonal apphcauon may under} '
certain circumstances claim priority on’ ‘the basis of one or more,

applications for an inventor’s certificate in @ country granting both
. inventor’s cemﬁeates and patents. To claim the right of priority onthe

basis of an application for an inventor’s certificate in such a country .
under 35 U.S.C. 119(d), the applicant when subnnttmg aclaimforsuch

sight as spec;ﬁed in paragraph (a) of this ‘section, shall include an

application foreltherapatentoranmventor’scemﬁcateastothesubject
matter of the identified claim orclmmsformlng thebasis forthe claim of
priority.<

Aninventor’s certificate may form the basis for rights
of priority under 35 US.C. 119>(d)< only when the
country in which they are filed gives to applicants, at
their discretion, the right to apply, on the same inven-
tion, either for a patent or for an inventor’s certificate.
The affidavit or declaration specified under 37 CFR
1.55(b) is only required for the purpose of ascertaining
whether, in the country where the applicatior: for an in-
ventor’s certificate originated, this option generally ex-
isted for applicants with respect to the particular sub-ject
matter of the invention involved. The requirements of
35 U.S.C. 119>(d)< and 37 CFR 1.55(b) are not in-
tended, however, to probe into the eligibility of the par-
ticular applicant to exercise the option in the particular
priority application involved.

It is recognized that certain countries that grant in-
ventors’ certificates also provide by law that their own
nationals who are employed in state enterprises may
only receive inventors’ certificates and not patents on
inventions made in connection with their employment.
This will not impair their right to be granted priority in
the United States based on the filing of the inventor’s
certificate.

Accordingly, affidavits or declarations filed pur-
suant to 37 CFR 1.55(b) need only show that in the
country in which the origiral inventor’s certificate was
filed, applicants generally have the right to apply at
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5 then' own optnon cither for a patent or an inveators
‘cemﬁcateastothepamcularsnbject mntterof&em-
vention. . . b

S Pnonty nghtsonthebasnsof an lnventor’s oemﬁcate -
Lo apphcatlon will be honored only. if the appllcant hadthe
, optton or dlscretlon tofile for either an inventor's certifi-
© cate orapatent on hls orher mventlonmhlsorher homc i
o country ‘Certain cnuntnes whlch grant both patents and_ ;
' mventor’s certlﬁcates issue only inventor’s. certificates - T
- on' certain’ subject matter, generally pharmaeeutm]s. B
- foodstuffs and cosmetics. - :

" To ‘ensure compliance wnth'the treaty and statute,

' 37 CFR 1,55(b) provides that af the time of claiming the

benefit of priorily for an inventor’s cemﬁcate the appli-

affidavit or declaration. The afﬁdavnt orf. decla:atlon must include 2 cant 01‘ hls or her atto ¥ mUSt Wbmlt an Wt or,

specnﬁcstatementthat,uponanmvestlgatlon,hcorshelssansﬁedthatto -
the best of his or_her knowledge, the applicant, when filing the
application for ‘the inventor’s certificate, had the option to file an -

laration stating that the applicant when filing his or her: ap- .

. plication for the mventor’s certificate had the optlon either

to file for a patent or an inventor’s certificate as to the sub- o |

. ject matter forming the basns for the clann ofpnonty

Eﬁ'ectwe Date

37CFR1. 55(b) >ongmally< went into effect on Au- ‘
gust 25, 1973, which is the date on which the internation-
al treaty entered into force with respect to the United
States. The rights of priority based on an earlier filed in-
ventor’s certificate shall be granted only with respect to
U.S. patent applications where both the earlier applica-
tion and the U.S. patent application were filed in their
respective countries followmg this effective date.

201.13(b) Right of Priority Based Upon an
International Application Filed
Under the Patent Cooperation
Treaty [R—1]

35 US.C. 365. Right of priovity; benefit of the filing date of a
prior application

>(a) In accordance with the conditions and requirements of
subsections (2) through (d) of section 119 of this title, 2 nationsl
application shail be entitled to the right of priority based on a pricr fied
international application which designated at least one country other
than the United States,

{b) Inaccordance with the conditions and requirementsof section
11%(a) of this title and the treaty snd the Regulations, an internations!
applmhondemgnahngtheUmwdSmeeennﬁwmmengm&
priofity based on a prier foreign application, or a prior international
mmmmmacmmmmmmmumm

{©) Inmmmmmmmdrmmmofm
120 of this title, 2n international




201. l3(b)

_ Statessballbeenutledmthebeueﬁtoftheﬁlmsdateofnpmnaﬁoml ‘
 application or a prior international applmtmn degignating the United -~

States, and a national application shall be entitled to the benefit of the -

filing date of a prior international applmation designating the United -

" States, If any clsim for the benefit of an earlier filing date isbasedona

prior mtemat:onalapphcauonwmh designated but did not originatein
the United States,theComm:ssxonct mayrequire the: filingin the Patent
and Trademark Qffice of a certified copy of such apphcauon together
with a translation’ thereof mto the Englmh language, if it was filed in

another language <

35U. S C. 365(a) provndes that a national apphcatlon

shall be entitled to the right of priority based on a

prior mternatlonal apphcatlon of whatever ongm,
which desxgnated any country other than, or in addition
to, the United States. Of course, the conditions pre-
scribed by section 119>(a)—(d)< of title 35 U.S.C,
which deals with the right of priority based on earlier
filed foreign applications, must be complied with.

35 U.S.C. 365(b) provides that an international ap-
plication designating the United States shall be entitled
to the right of priority of a prior foreign application
which may either be another international application or
a regularly filed foreign application. The international
application upon which the claim of priority is based can
either have been filed in the United States or a foreign
country; however, it must contain the designation of at
least one country other than, or in addition to, the
United States.

As far as the actual place of filing is concerned, for the
purpose of 35 U.S.C. 365 (a) and (b) and 35 US.C.
119>(a)—(d)<, an international application designat-
ing a country is considered to be a national application
regularly filed in that country on the international filing
date irrespective of whether it was physically filed in that
country, in another country, or in an intergovernmental
organization acting as Receiving Office for a country.

An international application which seeks to establish
the right of priority will have to comply with the condi-
tions and requirements as prescribed by the Treaty and
the PCT Regulations, in order to avoid rejection of the
claim to the right of priority. Reference is especially
made to the requirement of making a declaration of the
claim of priority at the time of filing of the international
application (Article 8(1) of the Treaty and Rule 4.10 of
the PCT Regulations) and the requirement of either fil-
ing a certified copy of the priority document with the in-
ternational application, or submitting a certified copy of
the priority document to the International Bureau at a
certain time (Rule 17 of the PCT Regulations). The sub-
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mission of the pwiority‘ dbcﬁnwnt to the International
Bureau is only required in those instances where priority

"lsbasedonanea:herﬁledforengnnaummlapphcatmn

“Thus, if the priority document is an earlier national

- application and did not accompany the international ap-
plication when filed with the Receiving Office, an appli- .

cant must submit such document to the Intemauonal
Bureau not later than 16 months after the pnonty date.

- However, should an applicant request early processmg ‘

of his international application in accordance with Ar-
ticle 23(2) of the Treaty, the priority document would
have to be submitted to the International Bureau at that
time (Rule 17.1(a) of the PCT Regulations). I priority is
based on an earlier international apphcatlon, a copy
does not have to be filed, either with the Receiving Of-
fice or the International Bureau,_smce, the latter is al-
ready in possession of such international application.

The formal requirements for obtaining the right of
priority under 35 U.S.C. 365 differ somewhat from those
imposed by 35 US.C. 119>(a)—(d)<, although the
1-—year bar of 35 U.S.C. 102(b), as required by the last
clause ** of section 119>(a)< is the same. However, the
substantive right of priority is the same, in that it is de-
rived from Article 4 of the Paris Convention for the
Protection of Industrial Property (Asticle 8(2) of the
Treaty).

35 U.S.C. 365(c) recognizes the benefit of the filing
date of an eatlier application under 35 U.S.C. 120. Any
international application designating the United States,
whether filed with a Receiving Office in this country or
abroad, and even though other countries may have also
been designated, has the effect of a regular national ap-
plication in the United States, as of the international fil-
ing date. As such, any later filed national application, or
international application designating the United States,
may claim the benefit of the filing date of an carlier inter-
national application designating thc United States, if the
requirements and conditions of section 120 of title
35 U.S.C. are fulfilicd. Under the same circumstances,
the benefit of the earlier filing date of a national applica-
tion may be obtained in a later filed international ap-
plication designating the United States. In those
instances, where the applicant relies on an international
application designating, but not originating in, the
United States the Commissioner may require submis-
sion of a copy of such application together with an En-
glish translation, since in some instances, and for various
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reasons, a copy of that international application or its
translation may not otherwise be filed in the Patent and
Trademark Ofﬁce. o

PCT Rule 1 7 The Prwnty Document

171 Oﬂzgauon toSubmthopyofEm‘herNaummlApphcanon

(2) Where the priority of an earlier national application is
‘claimed under Article 8 in the international application, a copy of the
said national npphcat:on, certified by the authority with which it was
filed (“the priority <document”), shall, unless already filed with the
receiving Office; together with the international application, be
submitted by the applicant to the International Bureau or to the
receiving Office not later than 16 months after the priority date or, in

the case referred to in Article 23(2), not later than at the time the

processing or examination is requested. -

(b) Where the priority document is issued by the receiving
Office, the applicant may, instead of submitting the priority document,
request the receiving Office to transmit the priority document to the
International Bureau. Such request shall be made not later than the
expiration of the applicable time limit referred to under paragraph (a)

and may be subjected by the receiving Office to the payment of a fee. -

(c) I the requiremenis of neither of the two preceding
paragraphs are complied with, any designated State may disregard the
priority claim.

17.2 Availabilisy of Copies

(a) Thelaternationa! Bureau shall, at the specificrequestofthe
designated Office, promptly but not before the expiration of the time
limit fized in Rule 17.1(a), furnish a copy of the priority docoment to that
Office. No such Office shall ask the applicant himself to furnish itwitha
copy, except where it requires the furnishing of a copy of the prierity
document together with a certified translation thereof. The applicant
shall not be required to furnish a certified translation to the designated
Office before the expiration of the applicable timelimit under Article 22,

(b) The International Bureau shall not ma%e copies of the
priority document available to the public prior to the international
publication of the international application.

(c) Paragraphs (a) and (b) shall apply also to any earlier
international application whose priority is claimed in the subsequent
international application.

37 CFR 1.451. The priority claim and priovity document in an
international application.

(a) The claim for priority must be made on the Request (PCT
Rule 4.10) in 2 manner complying with Sections 110 and 261 of the
Administrative Instructions.

{b) Whenever the priority of an earlier United States national
application is claimed in an international application, the applicant
may request in a letter of transmittal accompanying the international
application upon filing with the United States Receiving Office orina
separate letter filed in the Receiving Office not later than 16 months
after the priority date, that the Patent and Trademark QOffice prepare a
certified copy of the national application for transmittal to the
International Burean (PCT Article 8 and PCT Rule 17). The fee for
preparing & certified copy is stated in § LI9(b){E).

(¢} If a cextified copy of the priority document is not
submitted together with the international application on filing, or, if
the priority application was filed in the United States amd a request
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andappmpmtepamentfotprcpmauonofwchamﬁedwpydo
not accompany the inteenational application on filing or are not filed

-within 16 months of the priosity date, the certified copy of the priosity

documentmustbemrmshedhyﬂwmphcanttothelnmtmml :
Burean or to the United Stam;RocewmgOtﬁcewnhmtheﬂmehmxt
specified in PCI‘Rulc 17. l(a) :

201. 14 Right oanonty, Formal Requimments
[R-1]

Under the statute (35 US.C. 119>(b)< ** ), anap-
plicant who wishes to secure the right of priority must
comply with certain formal requuemenm within a time
specified. If these requirements are not complled with
the right of priority is lost and cannot thereafter be as-

serted.

The requirements of the statute are (a) that the ap-
plicant must file a claim for the right and (b) he or she
must also file a certified copy of the original foreign ap-
plication; these papers must be filed within a certain time
limit. The maximum time limit specified in the statute is
that the papers must be filed before the patent is
granted, but the statute gives the Commissioner author-
ity to set this time limit at an earlier time during the pen-
dency of the application. If the required papers are not
filed within the time limit set the right of priority is lost.
A reissue was granted in Brenner v. State of Israel,
862 0.G. 661; 158 USPQ 584 (D.C. Cir. 1968), where the
only ground urged was failure to file a certified copy of
the original foreign application to obtain the right of for-
eign priority under 35 U.S.C. 119 before the patent was
granted.

It should be particularly noted that these papers must
be filed in all cases even though they may not be neces-
sary during the pendency of the application to overcome
the date of any reference. The statute also gives the
Commissioner authority to require a translation of the
foreign documents if not in the English language and
such other information as the Commissioner may deem
necessary.

37 CFR 1.63 requires that the oath or declaration
shall state in any application in which a claim for foreign
priority is made pursuant to 37 CFR 1.55 must identify
the foreign application for patent or inventors’ certifi-
cate on which priority is claimed, and any foreign ap-
plications having a filing date before that of the applica-
tion on which priority is claimed, by specifying the ap-
plication number, country, day, month, and year of its fil-
ing.
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- The requu'ements for recitation of forelgn applica- :
tions in the oath or declaratlon, wlule serving other pur-
poses as well are used in connectlon w1th the nght of

priority.

201.14(a) nght of Prionty, Time for Filmg
Papers [R— 1] ' :

The time for ﬁlmg the pnonty papers required by the

statute is specified in 37 CFR 1.55(a).
37 CFR 155 Claim for foreign priority.

>(a) An ‘appllcadt in a nonprovisional application may claim the
benefit of the filing date of one or more prior foreign applicationsunder

the conditions specified in 35 U.S.C. 119%(a)—(d) and 172. Theclaimto

priority need be in no special form and may be made by the attorney or
agentif the foreign applicationis referred toin the oath or declaration as
required by § 1.63. The claim for priority and the certified copy of the
foreign application specifiedin 35 U.S.C. 119(b) must be filedin the case
of an interference § (1.630), when necessary to overcome the date of a
reference relied upon by the examiner, when specificallyrequired by the
examiner, and in all other cases, before the patentisgranted. Iftheclaim
for priority or the certified copy of the foreign application is filed after
the date the issue fee is paid, it must be accompanied by a petition
requesting entry and by the fee set forthin § 1.17(i). If the ceriified copy
filed is notin the English language, a translationneed notbe filed except
in the case of interference; or when necessary to overcome the date of a
reference relied upon by the examiner; or when specifically required by
the examiner, in which event an English language translation must be
filed together with a statement that the translation of the certified copyis
accurate. Thestatementmustbe averified statementif made by aperson
not registered to practice before the Patent and Trademark Office.<

e dfe o e e

It should first be noted that the Commissioner has by
rule specified an earlier ultimate date than the date the
patent is granted for filing a claim and a certified copy.
The latest time at which the papers may be filed without
petition is the date of the payment of the issue fee, ex-
cept that, under certain circumstances, they are required
at an earlier date. In all cases, the papers must be filed
before the patent issues. These circumstances are speci-
fied in the rule as (1) in the case of interferences in which
event the papers must be filed within the time specified
in the interference rules, (2) when necessary to over-
come the date of a reference relied on by the examiner,
and (3) when specifically required by the examiner.

In view of the shortened periods for prosecution
leading to allowances, it is recommended that priority
papers be filed as early as possible. Although 37 CFR
1.55>(a) < permits the filing of priority papers up to and
including the date for payment of the issue fee, it is advis-
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 able that such papers be filed prompﬂy after ﬁlmg theap-

plication. Frequently, priority papers arc foundtobede-
ficient in material respects, such as for example, the fail- R
- ure to include the correct certified copy, and thereisnot =

sufficient time to remedy the defect. Occasxonally anew

oath or declaration may- be necessaty where the ongmal b |
oath or declaration omits the reference to the foreign fil-
‘ing date for which the benefit is claimed. The early filing

of pnonty papers would thus be advantageous to appli-
cants in that it would afford time to explain any inconsis-
tencies that exist or to supply any addmonal documents
that may be necessary. '

It is also suggested that a pencll notation of the *
>application< number of the corresponding U. S. ap-
plication be placed on the priority papers. Such notation
showld be placed directly on the priority papers them-
selves even where a cover letter is attached bearing the
U.S. application data. Experience indicates that cover

~ letters and priority papers occasnonally become sepa-

rated, and without the suggested pencil notations on the
priority papers, correlating them with the corresponding
U.S. application becomes exceedingly difficult, fre-
quently resulting in severe problems for both the Office
and applicant. Adherence to the foregoing suggestion
for making a pencil notation on the priority document of
the U.S. application data will result in a substantial less-
ening of the problem.

Priority papers filed after the date of payment of the
issue fee will be accepted and acknowledged only if filed
before the patent is granted and if a petition with fee
(* >37 CFR< 1.17(i)) pursuant to 37 CFR 1.55(a) is
filed and granted.

201.14(b) Right of Priority, Papers Reguired
[R—-1]

The filing of the priority papers under 35 US.C.
119>(a)—(d)< makes the record of the file of the
United States patent complete. The Patent and Trade-
mark Office does not normally examine the papers to
determine whether the applicant is in fact entitled to
the right of priority and does not grant or refuse the
right of priority, except as described in MPEP § 201.15
and in cases of interferences.

The papers required are the claim for priority and the
certified copy of the foreign application. The claim to
priority need be in no special form, and may be made by
the attorney or agent at the time of transmitting the cer-
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tlﬁed copy lf the foreign appllcauon rs the one referred

special language rs reqmred in fl‘n‘akmg the clalm for}f
priority, and any expression: which ¢ canbe rcasonably in- "~
 terpreted as claiming the benefit of the. foreign applica-

“tionis accepted as the clarm for pnonty The claim for
] oath or declaranon wnth the'
- e form PTOL—326 ‘Note copy in MPEP §707.

pnonty may appear in
recitation of the: forergn appllcatlon

The certrfied  copy which must be filedisa copy of the S
ongmal forergn appllcatlon wrth a certlﬁcatlon by the
patent office of the foreign country in which it was filed. -
Certified coples ordmanly consist of a copy of the speci-

fication and drawings of the appllcatrons as filed with a
certificate of the foreign patent office glvmg certain in-
formation, “Application” in this connection is not con-

sidered to include formal’ papers such as a petition. A

copy of the foreign patent as issued does not comply

since the application as filed is requlred however, a copy

of the printed specification and drawing of the foreign

patent is sufficient if the certification indicates that it

corresponds to the application as filed. A French patent

stamped “Service De La Propriete Industriclle — Con-

forme Aux Pieces Deposees A L Appui de LaDemande”
and additionally bearing a signed seal is also acceptable
in lieu of a certified copy of the French application.

When the claim to priority and the certified copy of
the foreign application are received while the applica-
tion is pending before the examiner, the examiner
should make no examination of the papers except to see
that they correspond in number, date and country to the
application identified in the oath or declaration and con-
tain no obvious formal defects. The subject matter of the
application is not examined to determine whether the
applicant is actually entitled to the benefit of the foreign
filing date on the basis of the disclosure thereof.

DURING INTERFERENCE

If priority papers are filed in an interference, it is not
necessary to file an additional certified copy in the ap-
plication file. The examiner—in—chief will place them in
the application file.

LATER FILED APPLICATIONS, REISSUES

Where the benefit of a foreign filing date based on a
foreign application is claimed in a later filed application
(i.e., continuation, continuation—in—part, division) or
in a reissue application and a certified copy of the foreign
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apphcatronasﬁled hasbeenﬁledmaparentorrelated R
- -application, it is not necessary to file an additional certi- .
i ﬁedeopymthelaterapphcanon Aremmderoftlnspro-iy,i R
. vision is found in Form Paragraph 2.20. The applicant ~ =
when makmg such clann for priority may srmply identify
. the’ apphcatlon contammg the certified copy. In'such -~ -
" cases, the examiner should acknowledge the clarm on ...

M the applicant fails to call attention to the fect that

the certified copy is in the parent or related. application -
. and the examiner is aware of the fact that a claim for = -
 priorityunder 35 US.C. 119> (a)~(d)< wasmadeinthe = °

“parent application, the examiner should call app]rcant’ pel e
~ attention to these facts in an OfEice actlon, so that ifa o

patent issues on the later or reissue apphcatron, the
priority data will appear in the patent. In such cases, the

i language of Form Paragraph 2. 20 should be used

§ 220 Priority Papers in PamntAppIzcatwn.

+ Applicant is reminded that in order for a patent. rssmng on the ‘
instant application to obtain the benefit of priority based on priority
papers filed in parent ** >application< ne. [1) under 35 U.S.C. 119

">(a)—(d)<, aclaim for such priority must be made in this application.

In making such claim, applicant may simply ldentlfy the apphcanon
containing the priority papers.

Where the benefit of a foreig'n filing date, based on a
foreign application, is claimed in a later filed application
or in a reissue application and a certified copy of the for-
eign application, as filed, has not been filed in a parent or
related application, a claim for priority may be made in
the later application. In re Tamgsrud, 184 USPQ 746
(Comm’r. Pat. 1973). When such a claim is made in the
later application and a certified copy of the foreign ap-
plication is placed therein, the examiner should ac-
knowledge the claim on form PTOL~326. Note copy in
MPEP § 707.

WHERE AN ACTUAL MODEL WAS
ORIGINALLY FILED IN GERMANY

The German design statute does not permit an appli-
cant having an establishment or domicile in the Federal
Republic of Germany to file design patent applications
with the German Patent Office. These German appli-
cants can only obtain design protection by filing papers
or an actual deposit of a model with the judicial authority
{“Amtsgericht”) of their principal establishment or do-
micile. Filing with the German Patent Office is exclusive-
ly reserved for applicants who have neither an establish-
ment or domicile in the Federal Republic of Germany.
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The depositin an “Amtsgericht” has the same effect as if
deposited at the German Patent Office and results in a

“Geschmacksmuster” which is effectlve throughout s

Germany.
In mplementmg the Paris Conventlon, 35 US.C.

119>(a)—(d)< requires that a copy of the original for- ‘

eign application, specification, and drawings certified by

the patent office of the foreign country in which filed,

shall be submitted to the Patent and Trademark Office,
in order for an apphcant to be entitled to the right of
priority in the United States.

Article 4, section A(2) of the Paris Convention how-
ever states that “(a)ny filing that is equivalent to a regu-
lar national filing under the domestic legislation of any
country of the Union. . . shall be recognized as giving rise
to the right of priority.” Article 4D(3) of the Convention
further provides that countries of the Union may require
any person making a declaration of priority to produce a
copy of the previously filed application (description,
drawings, etc.) certified as correct by the authority which
received this application.

As far as the physical production of a copy of the ear-
lier filed paper application is concerned, an applicant
should have no difficulty in providing a copy, certified by
the authority which received it, if the earlier filed ap-
plication contained drawings illustrating the design. A
problem, however, arises when the only prior “regular
national filing” consisted of the deposit of an actual
model of the design. 35 U.S.C. 119 >(a)—(d)< is silent
on this subject.

Therefore, the Patent and Trademark Office will re-
ceive as evidence of an earlier filed German design ap-
plication under 35 U.S.C. 119 >(a)—(d)<, drawings or
acceptable clear photographs of the deposited model
faithfully reproducing the design embodied therein to-
gether with other required information, certified as be-
ing a true copy by an official of the court with which the
model was originally deposited.

35 U.S.C. 119 >(a)—(d)< also provides for the certi-
fication of the earlier filed application by the patent of-
fice of the foreign country in which it was filed. Because
Article 4D(3) of the Paris Convention which 35 US.C.
119 >(a)—(d)< implements refers to certification “. . .
by the authority which received such application .. .”, the
reference to “patent office” in the statute is construed to
extend also to the authority which is in charge of the de-
sign register, i.e., the applicable German court. As a con-
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sequence, an additional certification by the German Pat-

“ent Office will not be necessary especially since Article

4D(3) of the Paris Convention provxdes that authentlca-
tion shall not be reqmrcd ;

- Although, as stated above; a regular natlonal filmg
givesise to the right of priority, the mere submission of a

- certified copy of the earlier filed foreign apphcatlon,

however, may not be sufficient to perfect that right in this
country. For example, among other things, an apphca— ;
tion filed in a foreign country must contain a disclosure
of the invention adequate to satisfy the reqmrements of
35 U.S.C. 112, in order to form the basis for the right of
priority in a later filed United States application.

201.14(c) Rightl ofvPriorit‘y, Practicg [R-—‘l]

Before going into the practice with respect to those
instances in which the priority papers are used to over-
come a reference, there will first be described the prac-
tice when there is no occasion to use the papers, which
will be in the majority of cases. Inwhat follows in this sec-
tion it is assumed that no reference has been cited which
requires the priority date to be overcome. '

NO IRREGULARITIES

When the papers under 35 U.S.C. 119 >(a)—(d)<
are received they are to be endorsed on the contents
page of the file as “Letter (or amendment) and foreign
application”. Assuming that the papers are regular in
form and that there are no irregularities in dates, the ex-
aminer in the next Office action will advise the applicant
that the papers have been received on form PTOL—-326
or by use of Form Paragraph 2.26.

9 226 Claimed >Foreign< Priority, and Papers Filed
Receipt is acknowledged of papers submitted under 35 U.S.C. 119
>(a)—(d)<, which papers have been placed of record in the file.

Where the priority papers have been filed in another
application, use Form Paragraph 2.27.

S 227 Acknowledge > Foreign< Priority Paper in Pavent

Acknowledgment is made of applicant’s claim for >foreign<
priority under 35 U.S.C. 119 >(a)—(d)<. The certified copy has been
filed in parent application * no. [1], filed on [2].

Examiner Notes

>1.< For problems with forcign priority see form paragraphs
2.18t0 2.24.

>2. Inbracket 1, insert the serics code and serial number of parent
application.<

The examiner will enter the information specified in
MPEP § 202.03 on the face of the file wrapper.
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, If apphcauon |s m mterference when papers under ;
4 _’35 USCQ 119 >(a)—e(d)< are recewed see. MPEP

AP RS INCONSISTENT

lf the certified pyrﬁled‘does not eorrespond' o the__;, =
= tified in the application oath or declara-.* -
-~ tion, or if the : phcatlon oath or declaratxon does notre-

fapphcatmn, the apphcant i

fer to the partxcular forer :
: has not eomphed with the requu'ements of the rule rela-

pers, ‘should. requlre the apphcant to- explam the incon-

sistency and to file a new oath or declaration statmg cor- -
rectly the facts concerning foreign applications required

by 37 CFR 1 63 by’ usmg Form Paragraph 2 21,

9 221 Oath, DeclarananDoesNot Contain Reference to Forezgn
Filing

119>(a)-(d) < based onan application filed in [1) on [2). Applicant has
not complied with the requirements of 37 CFR 1.63(c) since the oath or
declaratrondoesnotacknowledgetheﬁhngofanyforelgnapplxcatmn A
new oath or declaration is required in the body of which the present

application should be identified by * >application< no. and filing date.

Other situations requiring some action by the ex-
aminer are exemplified by other Form Paragraphs.

NO CLAIM FOR PRIORITY

Where applicant has filed a certified copy but has not
made a claim for priority, use Form Paragraph 2.22.

9 2.22 Cenified Copy Filed, But No Claim Made

Receipt is acknowledged of a certified copy of the [1] application
referred to in the oath or declaration. Ifthis copy is being filed to obtain
the benefits of the foreign filing date under 35 US.C. 119> (a)—(d)<,
applicant should alse file a claim for * >such priority as required by
35 US.C. 119(b)<.

NOTE: Where the applicant’s accompanying letter
states that the certified copy is filed for priority purposes
or for the convention date, it is accepted as a claim for

priority.
FOREIGN APPLICATIONS ALL MORE THAN

A YEAR BEFORE EARLIEST EFFECTIVE
US. FILING

Where the earlier foreign application was filed more
than 12 months prior to the U.S, application, vse Form
Paragraph 2.23.
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ting to the oath or. declaration. In such mstances, theex- but the British complete appllcatton was filed: within t

~ aminer’s letter, after acknowledgmg receipt of the pa-' : .
' guage sumlar to thefollowmgshouldbeused Reeerptls,_‘- -

- acknowledged of papers filed on September 18,1979, =
- purporting to comply with the requirements of 35USC. .
119>(a)—(d)<. It is not seen how the claim for pnontyi_ D

can be based on the British specification filed January
23,1978, because the instant application was filed more

: ~ than one year thereafter However, the prmted headmg
Receipt - is acknowledged of papers filed ‘under .35 USC

| | 201.14(c)
1 2.23 m%@mmzzum = '

lve months thereafter

? SOME FOREIGN APPLICATIONS MORE THAN o

""'-"‘_A.YEARBEFOREUS FlLlNG e

_ For example, where a Bntlsh provnsxonal speclfiea-?{; e
Ly tlon was filed more than ayear before a U.S. application,

year, and certtﬁed copies of both were subrmtted , 1

of the patent will note the claimed priority date basedon

“the complete specnﬁcatlon, ie., November 1, 1978 for

such subject matter as wasnot dnsclosed in the provnsmn—
al specrficatron > :

' CERTIFIED COPY NOT THE FIRST FOREIGN
- APPLICATION

9 224 Claimed >Foreign< Priority Date Not the Earliest Date

Receiptisacknowledged of papers filedon [1) purposting to comply
with the requirements of 35 U.S.C. 119> (a)—(d) < and they have been .
placed of recordin the file. Attention is directed to the fact that the date
for which >foreign< priority is claimed i not the date of the first filed
foreign application acknowledged in the oath or declaration.

NO CERTIFIED COPY

Where priority is claimed but no certified copy of the
foreign application has been filed, use Form Paragraph
2.25.

G 2.25 Claimed >Foreign< Priority, No Papers Filed .
Acknowledgment is made of applicant’s claim for priority based
on an application filed in [1] on [2]. It is noted, however, that applicant
has not filed a certified copy of the [3] application as required by 35
USC.119>@)~(d)<.
Any unusual situation may be referred to the group
director.

APPLICATION IN ISSUE

When priority papers for applications which have
been sent to the Patent Issue Division are received, the
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-~3$USC.119>(a)-(d)<mupomnepphmmedm{1]on[2] A
" claim for priosity under 35 U.S.C. 119> (a)~(d) < cannot be based on . -
R .,sardapplmauon,mcedermtedStatesapplmuonwasﬁledmrem :




| _'_.201.14(d)

of all such priority papers, If the issuc fee has been pard,_ i
* MPEP §201.13.

e appllcant must. petmon under 37 CFR 1 55(a)
RETURN OF PAPERS :

It is sometimes necessary for the exammer to retum o

MANUAL QF PATENT EXAMINING PROCEDURE

priority. papers should be sent to tbe Patent lssue Drvn o :j fits undcx‘ 35 USC. 119>(a)-(d)< should be lined
" sion. The Patent. Issue Drvnsxon will acimowledge receipt -

. benefits under 35 US.C: 119>(a)—(d)< appears at S

through in red ink. A listing of countries: quahfymg for |

Below the “Forergn/PCI‘ applrcatrons portxon the'“

.papersfiled under 35 U.S.C. 119>(a) (d)< eltherupo“_ T

* requestof the apphcant, for example, to obtam a transla- 4

" tion of the certified copy of the foreign- appllcatron, or _more hsted forergn apphcatmns and not for one ormore’ '

- because theyfall to meet a basic requirement of the stat- 3 -other 118th foreign' 3PP11°8“0!13’ the"data on the mee i .

“ute, such: as: ‘where all forergn apphcatrons were filed -

more than a year prlor to the U.S, ﬁlmg date. -

‘When the papers have not: been given a paper num- .
ber and endorsed on the file wrapper, itis not necessary .
to secure approval of the Cormmssroner for their return -

but they should be sent to the group director for cancella- -

tion of the Office stamps. Where the papers have been

" made of record in the file (glven a paper number anden-
dorsed on the file wrapper), a request for permission to -

return the papers should be addressed to the Commis-

sioner of Patents and Trademarks and forwarded to the
Group Director for approval. Where the return is ap-
proved, the written approval should be placed in the file
wrapper. Any questions relating to the return of papers
filed under 35 U.S.C. 119> (a)~(d) < should be directed

to the Office of the Assistant Commissioner for Patents.

FILLING OUT THE FOREIGN PRIORITY
SECTION OF THE FILE JACKET LABEL
(PTO-436L)

Where foreign applications are listed on the 37 CFR

1.63 oath or declaration, the Examiner shouid check that

such forcign applications are properly listed on the file
jacket, correcting errors of typography or format as nec-
essary, and initialing the “verified” line when the infor-
mation on the file jacket matches the oath or declara-
tion. See MPEP § 202.03. Should there be an error on the
oath or declaration itself, the Examiner should require a
new oath or declaration. If a foreign application listed on
the oath or declaration is not listed on the file jacket, the
Examiner should print in black ink the country, applica-
tion number, and filing date under “Foreign/PCT Ap-
plications” on the file jacket. Applications listed on the
file jacket but filed in countries not qualifying for bene-
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The ‘yes” box for “35 U S C 119 condmens met” _ ?_1;.' '

: _'_should be checked when there are any foreign applica-

" tionslisted that meet all of the reqmrements of35USC. .
- 119>(a)-(d) < Insuch cases, any listed foreign apphm-r R
B tion: that "does not. meet all ‘of. the requrrements of = .

35 US. c 119>(a) (d)< should be hned through n :
pencrl ' : .

201. 14(d) Proper Identrﬁcation of Prionty

Applicatmn

In order to help overcome problems in determrnmg 2 |

- the proper identification of pnonty appllcatlons for pat- -

ent documentation and printing purposes, the following
tables have been prepared which set out for various
countries the forms of acceptable presentation of ap-
plication numbers.

The tables should enable applicants, examiners and
others to extract from the various formats the minimum
required data which comprises a proper citation.

Proper identification of priority applications is es-
sential to establishing accurate and complete relation-
ships among various patent documents which reflect the
same invention. Knowledge of these relationships is es-
sential to search file management, technology documen-
tation and various other purposes.

The tables show the forms of presentation of applica-
tion numbers as used in the records of the source or origi-
nating patent office. They also show, under the heading
“Minimum Significant Part of the Number”, the simpli-
fied form of presentation which should be used in United
States Patent and Trademark Office records.

Note particularly that in the simplified format that:




. Noté: All French applications are
" numbered in & sin annualsenes,

‘ eg.demandedebrevet,demande
- certificate. d’additicn (ﬁrst addmon,
second addition, etc)
-number) is
- ‘numberofthegranted
) ‘ N patem. (e
Germany, Fed. | »iswnas-24 § 1940738 | P= Patent.'lheﬁrsttwo R
Rep. of {DE] C ;dlg,ltsofthenumberre S
‘ twodnglts ‘
“ofthesg?u
8.
50=19; 9%’3

G 69475805 °6947580

w00-45  RenLSep1ss




'\ Note: Al French ap
- numbered in a sing
‘e.g. demande de brevet, demande de
certificate d’addition (fitst addmon, :

‘secondaddmon s‘tc.)

o German
Rep. of ﬁ)l‘:‘]
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P 1940738/5—24

G 6947580.5

annual series,




'Netheriahds
[NL]
Norway [NO}

South Africa
[ZA]
Sweden [SE]

. (oldnumbery = -
ing (system)i ‘
- 740001

015038
1748/10

74001 (new
numbering
system)

70/4865
1641470

7300001-0

(new syste

7015038

70/4865
16414/70

7360001

| e
ity model applica

First two digits mdxcatc
: : year of applmtmn
1743/70 8

1974,

The new ﬁumbenngsystem

)Patentandum-.,
txonsate :

numberedinseparateseries.

New numbenng system in-
troduced on Janum'y 1

First two dlglts indicate
year of application.

wasmuuddeanuaxyl
1973.

First two digits indicate
year of application. The dig-
it after the dash isusedfor
computer control.
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Israel [IL]
Luxembourg '
U
Mezico [MX]
Monaco {MC]
New Zealand -
[Nz}
OAPI (O4)
Philippines {pH]
Poland [PO]

Portugel [PT]

Romania [RO]
Soviet Union

United States
[usj

. Greese (R} | 44114
- Hungary [HU]-{ OE 10

35691

ol
12373
%08 .
161732
52118
11929
P144826 44987
P52-555-560%

65211
13972051

889877

1313

908

161732

- s2118:
11929
144826
. *44987
52555

*5607
65211
1397205

889877

'j'theappkeant’sname there:-
- .Jis a separate numbering se -

R r"iquenceforeachpmroﬂe

et |

60093

The numbers follawing the
slash denote the examina-
tion division and a pmoess-
ing number.

The highest pumber as-

signed in the series of num-

bers started in January
1060, New series started
Januazy 1970, January
1979 and January 1987.

# ICIREPAT Country Code is indicated in brackets, e.g., [AR]

* In ozder to distinguish utility model applications from pateat
applications, it is necessary to identify them ss to type of application in
citations or veferences. This meay be done by using the neme of the ap-
plication type in conjunction with the number or by using the symbol
*“U” in brackets or other enclosure following the pumber.
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‘201 15 Right;of Priority, Overcoming a

‘be considered unpatentable thereover, without paying

any attention to the priority date (assuming the papers

have not yet been filed). The applicant in his or her re-
sponse may argue the rejection if it is of such a nature
that it can be argued, or present the foreign papers for
the purpose of overcoming the date of the reference. If
theappli‘cant argues the reference, the examiner, in the
next action in the case, may specifically require the for-

eign papers to be filed in addition to repeating the rejec-

tion if it is still considered applicable, or he or she may
merely continue the rejection.
Form Paragraph 2.19 may be used in this instance.

% 219 Overcome Rejection by Translation

Applicant cannot rely upon the foreign priority papers to overcome
the rejection because a certified translation of said papers has not been
made of record. See MPEP >§< 201.15.

Examiner Note:

This paragraph should follow a rejection based on an intervening
reference.

In those cases where the applicant files the foreign
papers for the purpose of overcoming the effective
date of a reference, a translation is required if the for-
eign papers are not in the English language. When the
examiner requires the filing of the papers, the transla-
tion should also be required at the same time. This
translation must be filed together with a statement that
the translation of the certified copy is accurate.This
statement must be verified if made by a person not regis-
tered to practice before the Patent and Trademark Of-
fice. When the necessary papers are filed to overcome
the date of the reference, the examiner’s action, if he or
she determines that the applicant is not entitled to the
priority date, is to repeat the rejection on the reference,
stating the reasons why the applicant is not considered
entitled to the date, Ifit is determined that the applicant

Rev. 1, Sept. 1995
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s entntled to the date, the rejectron is wnthdrawn mvxew R
 ofthcprioritydate:
SRR S R PR Ifthepnontypapersarealreadymthefﬂewhenthe e
i - oy osec tio that the - examiner: finds a reference with the mtervenmg effectwe_ e
, o4 ‘ g expa pr ’n -, date, the exammerwﬂl studythe papers, 1f they areinthe .- -
} exammer consnders the merits of an applxcants claim of  English language to determme if the s pphcant isen- S
- priority is. when a reference is found with an effective - ’: "
date between the date of the forelgn ﬁhng and the date
of ﬂlmg in the Umted States: and when an interference
. situation is under consnderatlon lf at the time of making
an action the’ examiner has found such an mtervenmg B

N reference, heor -she srmply rejects whatever claims may ;

- titled to their date. If the apphcantlsfoundtobeentltled IR
to the date, the reference is simply not used butmaybe =~ -
cited to apphcant on form PTO—-892. If the apphcant is
found not entitled to the date, the unpatentable claims . -
are re]ected on the reference wnth an explanatlon Ifthe
fpapers are not in the Enghsh language and there isno

translation, the examiner may reject the unpatentable

_claims and at the same time require an English transla-
tion for the purpose of determmmg the apphcant’s nght
‘to rely on the foreign filing date.

- The foreign applxcatlon may have beerl filed by and in

- the name of the assignee or legal representatwe or agent

of the inventor, as applicant. In such cases; if the eertlfied :

~copy of the foreign apphcatlon corresponds with the one

identified in the oath or declaration as required by

37 CFR 1.63 and no discrepancies appear, it may be as-

sumed that the inventors are entitled to the claim for
priority. If there is disagreement as to inventors on the
certified copy, the priority date should be refused until |
the inconsistency or disagreement is resolved.

The most important aspect of the examiner’s ac-
tion pertaining to a right of priority is the determina-
tion of the identity of invention between the U.S. and
the foreign applications. The foreign application may be
considered in the same manner as if it had been filed in
this country on the same date that it was filed in the for-
eign counitry, and the applicant is ordinarily entitled to
any claims based on such foreign application that he or
she would be entitled to under our laws and practice. The
foreign application must be examined for the question of
sufficiency of the disclosure under 35 U.S.C. 112, as well
as to determine if there is a basis for the claims sought.

In applications filed from the United Kingdom there
may be submitted a certified copy of the “provisional
specification,” which may also in some cases be accom-
panied by a copy of the “complete specification.” The
nature and function of the United Kingdom provisional
specification is described in an article in the Journal of
the Patent Office Society of November 1936, pages
T770—774. According to United Kingdom law the provi-
sional specification need not contain a complete disclo-
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TYPES, CROSS-NOTING, AND STATUS OF APPLiCAnoNs -

sure of the invention in the sense of 35 U.S.C. 112, but
need only describe the general nature of the invention,
and nerther claims nor drawings are requxred Conse-
quently, in eonsrdermg such provrslonal specifications,

the questron of completeness of disclosure is rmportant o
If it is found that the United Klngdom provrsronal speci- -

fication'is msnfflclent for lack of disclosure, reliance may
thenbe had on the complete specrﬂcatlon and its date, if
one has been presented the complete specification then
being treated as a different application’ and drsregarded
as to the requirement to file within 1 year.

In some instances, the specification and drawing of
the foreign application may have been filed at a date sub-

sequent to the filing of the petition in the foreign coun-

try. Even though the petition is called the application
and the filing date of this petition is the filing date of the
application in a particular country, the date accorded
here is the date on which the specification and drawing
were filed.

It may occasionally happen that the U.S. application
will be found entitled to the filing date of the foreign ap-
plication with respect to some claims and not with re-
spect to others. Occasionally a sole or joint applicant may
rely on two or more different foreign applications and
may be entitled to the filing date of one of them with re-
spect to certain claims and to another with respect to oth-
er claims.

201.16 Using Certificate of Correction to
Perfect Claim for Priority Under
35 U.S.C.119>(a)~(d) < [R-1]

No application for patent shall be entitled to this right of priority
unless a claim therefor and a certified copy of the original foreign
application, specification and drawings upon whichitisbased arefiled in
the Patent and Trademark Office before the patent is granted...

The failure to perfect a claim to foreign priority benefit
prior to issuance of the patent may be cured by filing a reissue
application: Brenner v. State of Israel, 158 USPQ 584
(DC. Cir. 1968).

However, under certain conditions, this failure may
also be cured by filing a Certificate of Correction request
under 35 U.S.C. 255 and 37 CFR 1.323. For example, in
the case of I re Van Esdonk, 187 USPQ 671 (Comm’r.
Pat.1975), the Commissioner granted a request to issue a
Certificate of Correction in order to perfect a claim to
foreign priority benefits. In that case, a claim to foreign
priority benefits had not been filed in the application

200 - 51

2021

prror to issuance of the patent. However, the applwatron . e

was a continuation of an earlier apphcatwn in which the

 requirements of 35 U.S.C. 119>(a)—(d)< had been sat-

isfied. Accordingly, the Commissioner hicld that the “ap-

~plicants’ perfection of a. pnorrty claim_ under 35 US.C.

119 in'the parent application will satisfy the statute wrth B
respect to their continuation apphcatlon ‘

Although In re Van. Esdonk involved the patent of a
continuation appllcatlon filed under 37 CFR 1.60, it is
proper to apply the holding of that case in similar factual
circumstances to any patented application having bene-
fitsunder 35 U.S.C. 120. Thisis primarily because aclaim
to foreign priority benefits in a contmumg application,
where the claim has been perfected in the parent ap-
plication, constitutes in essence a mere affirmation of
the applicant’s previously expressed desire to receive
benefits under 35 U.S.C. 119>(a)—(d)< for subject
matter common to the forergn, parent, and continuing
applications.

In summary, a Certificate of Correction under
35 US.C. 255 and 37 CFR 1.323 may be requested and
issued in order to perfect a claim for foreign priority
benefit in a patented continuing application if the re-
quirements of 35 U.S.C. 119>(a)—(d)< had been satis-
fied in the parent application prior to issuance of the pat-
ent and the requirements of 37 CFR 1.55(a) are met.

However, a claim to foreign priority benefits cannot
be perfected via a Certificate of Correction if the re-
quirements of 35 U.S.C. 119>(a)—(d)< had not been
satisfied in the patented application, or its parent, prior
to issuance and the requirements of 37 CFR 1.55(a) are
not met. In this latter circumstance, the claim to foreign
priority benefits can be perfected only by way of a reissue
application in accordance with the rationale set forth in
Brenner v. State of Israel, supra.

202 Cross—Noting
20201 In Specification [R~1]}

37 CFR 1.78 Claiming benefit of earlier filing date and cross—
references to other applications.

Bl

>(a)(1) A nonprovisional application mey claim an invention
disclosed in one or more prior filed copending nonprovisional applica-
tions or internationsl applications designating the United States of
America. Inorderfor anonprovisional application to claim the benefit
of a prior filed copending nonprovisional applicstion or international
application designeting the United States of Americe, each prior
application must neme as an inventer atleastone inventor nemedinthe
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202.02 .
later filed nonpmvusronal apphcauon and drsclose thc named inventor’s

invention claimed in at Jeast one claim of the later filed nonprovisional -

application in the manner provided by the first paragraph of 35 US.C.
112. In addition; each prior application mustbe: -~ - ;
© ). complete assetforthin§ 1.51(a){1); or ‘ .
* (ii) entitled to a filing date as set forth in § 1.53(b)(1), & 1 60 or
§ 1.62 and include the basic filmgfee setforthin § 1.16; 0r
- (iii) entitled to a filing date as set forth in § 1.53(b)(1) and have
paid tbererntheprocessmgand retentlonfee setforth in §1. 21(l)wrthm
the time period set forth in § 1.53(d)(1). )

(2) Anynonprovisional application clarmmg the benefit of one or
more prior filed copending nonprovisional applications or international
applrcanonsdesrgnanngtheUmtedStatesofAmcncamustcontamorbe
amendedtocontaininthe firstsentenceof the specificationfollowingthe

title a- reference to each such prior application, identifying it by

application number (consisting of the series code and serial number) or
international application number and international filing date and

indicating the relationship of the applications. Cross—references to

other related applications may be made when appropriate. (See
§ 1.14(b)). < a

Fdedekd

See also 37 CFR 1.79 and MPEP § 201.11.

There is seldom a reason for one application to refer
to another application with no common applicant where
the applications are not assigned to a common assignee.
Such reference ordinarily should not be permitted.

202.02 Notation on File Wrapper **
>Regarding Prior U.S. Applications,
Including Provisional Applications<
[R—-1]

The heading of a printed patent includes all identify-
ing parent data of continuation—in—part, continuation,
divisional, substitute, and reissue applications >,as well
as any provisional application from which priority is
claimed.< Therefore, the identifying data of all parent
or prior applications, when given in the specification
must be inserted by the examiner in black ink on the file
wrapper in the case of a DIVISION, a CONTINU-
ATION, a CONTINUATION~-IN-PART and, whether
given in the specification or not, in the case of a SUBSTI-
TUTE Application. >Similarly, the application number
of any provisional application from which priority is
claimed should be printed on the file wrapper.<

Where parent or prior application data >, including
provisional application data,< is preprinted on the file
wrapper, the examiner should check that data for accura-
cy. Where the data is correct, the examiner should initial
the file wrapper in the provided space. Should there be
error in the preprinted application * number, or omis-

Rev. 1, Sept. 1995

MANUAL OF PATENT EXAMINING PROCEDURE

_ sion of same, the application should be forwarded to the
: Applrcatron Division for correction or enty of the data, -

‘ 'acoompamed by an explanatory memorandum. Only

these terms should be used to specify the relatmnslup be-
- tween applications | because of clanty and ease of print-,
' ing. The status of the parent apphcatron >, but not a pro-
- visional apphcatlon,< should also be mdrcated if it has

been patented, abandoned, or published under éither
the Defensive Publication Program or the Trial Volun-
tary Protest Program. Note MPEP § 1302 04(f) The -
“None” boxes must be marked when no parent or prior

'applrcatron information is present on the file wrappers

containing such boxes. This should be done no later than
the first action. :

The inclusion of parent or pnor apphcatlon informa-
tion in the heading does not necessarily indicate that the
claims are entitled to the benefit of the earlier filing date. -

See MPEP § 306 for work done by the Assignment
Dmsron pertaining to these partrcular types of applica-
tions,

In the unlikely situation that there has been no refer-
ence to a parent application because the benefit of its fil-
ing date is not desired, no notation as to the parent case
*>is< made on the face of the file wrapper.

202.03 Notation On File Wrapper When
Priority Is Claimed for Foreign
Application [R—1]

In accordance with MPEP § 201.14(c), the examiner
will fill in the spaces concerning foreign applications on
the face of the older file wrappers.

The information to be written on the face of the file
wrapper consists of the country, application date (filing
date), and if available, the application and patent num-
bers. In some instances, the particular nature of the for-
eign application such as “utility model” (Germany (Ge-
brauchsmuster) and Japan) must be written in paren-
theses before the application number. For example: Ap-
plication Number (utility model) B62854.

At the present time the computer printed file wrap-
per labels include the prior foreign application informa-
tion. The examiner should check this information for ac-
curacy. Should there be error, the examiner should make
the appropriate corrections directly on the file wrapper
in black ink. The examiner should initial the file wrapper

200 - 52




TYPES, CROSS-NOTING, AND STATUS OF APPLICATIONS

in the “VERIFIED” space provided when the informa-
tion is correct or has been amended to be correct. How-
ever, the examiner must still indicate on the Office ac-

tion and on the file wrapper whether the conditiohs of

35 U.S.C. 119>(a)—(d)< have been met.

If the filing dates of several foreign applications are

claimed (see MPEP § 201.15, last paragraph) and satis-
factory papers have been received for each, information
respecting each of the foreign applications is to be en-
tered on the face of the file wrapper.

The front page of the patent when it is issued, and the
listing in the Official Gazette, will refer to the claim of
priority, giving the country, the filing date, and the num-
ber of the application in those cases in which the face of
the file has been endorsed.

202.04 In Oath or Declaration

As will be noted by reference to MPEP § 201.14,
37 CFR 1.63 requires that the oath or declaration in-
clude certain information concerning applications filed
in any foreign country.

202.05 Im Case of Reissues

37 CFR 1.179 requires that a notice be placed in the
file of an original patent for which an application for reis-
sue has been filed. See MPEP § 1431.

203 Status of Applications [R—1]

203.01 New [R-1]

A “new” application is >a nonprovisional < one that
has not yet received an action by the examiner. An
amendment filed prior to the first Office Action does not
alter the status of a “new” application.

203.02 Rejected [R—1]

* >A nonprovisional< application which, during its
prosecution in the examining group and before allow-
ance, contains an unanswered examiner’s action is desig-
nated as a “rejected” application. Its status as a “re-
jected” application continues as such until acted upon by
the applicant in response to the examiner’s action (with-
in the allotted response period), or until it becomes
abandoned.
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203 03 Amended [R-—l]

An “amended” or “old” >nonprovxs:onal< applica-
tion is one that having been acted on by the examiner,
has in turn been acted on by the applicant in response to
the examiner’s action. The applicant’s response may be
confined to an election, a traverse of the action taken by

_the examiner or may include an amendment of the ap-

plication. ’
203.04 Allowed or in Issue [R—1]

An “allowed” >nonprovisional< application or an
application “in issue” is one which, having been ex-
amined, is passed to issue as a patent, subject to payment
of the issue fee. Its status as an “allowed” case continues
from the date of the notice of allowance until it is with-
drawn from issue or until it issues as a patent or becomes
abandoned, as provided in 37 CFR 1.316. See MPEP
§ 712.

The files of allowed cases are kept in the Patent Issue
Division, arranged by Batch Number.

203.05 Abandoned [R—1]

An abandoned application is, inter alia, one which is
removed from the Office docket of pending cases (1)
through formal abandonment by the applicant (ac-
quiesced in by the assignee if there is one) or by the attor-
ney or agent of record, assignee if there is one) or by the
attorney or agent of record,(2) through failure of appli-
cant to take appropriate action at some stage in the pro-
secution of ** >a nonprovisional application,< (3) for
failure to pay the issue fee (MPEP §§ 203.07, 711 to
711.05, 712) >, or (4) no later than 12 months after the
filing date of a provisional application (sce MPEP
§ 601.01 and 35 US.C. 111 (b) (5)).<

203.06 Imcomplete

An application lacking some of the essential parts
and not accepted for filing is termed an incomplete ap-
plication. (MPEP §§ 506 and 506.01).

203.07 Abandenment for Failure to Pay
Issue Fee

An allowed application in which the Issue Fee is not
paid within 3 months after the Notice of Allowance in ac-
cordaﬂce WIth 35 U.S C 15]. S abanoneg f@ﬂ'm rea-
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son (37 CFR 1.316(a)). The issue fee may, however, be

accepted by the Commissioner if on petition it is shown
that the delay in payment was unavoidable and payment -

of the fee for delayed payment of the issue fee under
37 CFR 1. 17(1), in which case the patent will issue as

(37CFR1. 316(b)). The issue fee may also be accepted if
on pgtxtxon it is shown that the delay in payment was

unintentional and upon payment of the fee for delayed
payment of the issue fee under 37 CFR 1.17 (m), '

(37CFR1 316(c))
203 08 Status Inqumes

NEW APPLICATION

- Current examining procedures now provide for the
routine mailing from the examining groups of Form
PTOL-327 in every case of allowance of an application.
Thus, the mailing of a form PTOL-327 in addition to a
formal Notice of Allowance (PTOL-85) in all allowed
cases would seem to obviate the need for status inquiries
even as a precautionary measure where the applicant
may believe his or her new application may have been
passed to issue on the first examination. However, as an
exception, a status inquiry would be appropriate where a
Notice of Allowance is not received within three months
from receipt of either a form PTOL~327.

Current examining procedures also aim to minimize
the spread in dates among the various examiner dockets
of each art unit and group with respect to actions on new
applications. Accordingly, the dates of the “oldest new
applications” appearing in the Official Gazette ave fairly
reliable guides as to the expected time frames of when
the examiners reach the cases for action.

Therefore, it should be rarely necessary to query the
status of a new application.

AMENDED APPLICATIONS

Amended cases are expected to be taken up by the ex-
aminer and an action completed within two months of
the date the examiner receives the case. Accordingly, a
status inquiry is not in order after response by the attor-
ney until five or 6 months have elapsed with no response
from the Office. A postcard receipt for responses to Of-
fice actions, adequately and specifically identifying the
papers filed, will be considered prima facie proof of re-
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 ceipt of such papers. Where such proof mdwates the
timely filing of a response, the submission of a copy of
the post card with a copy of the response will ordinarily = .

obviate the need for a pentlon to revive. Proof of receipt

ofatlmelyresponsetoaﬁnalacmnwﬂlobvmteﬂwneed s

though no abandonment had occurred (MPEP § 712). -
- pliance wnth 37CFR 1 113

for a petition to revive only if the response was in com-

IN GENERAL

Status rephes will be made byt the Ofﬁce clencal sup- ‘
port force and will only indicate whether the application
is awaiting action by the examiner or the appllcant’s re-
sponse. to an Office action. In the latter instance the
mailing date of the Office action will also be given.

Inquiries as to. the status of- :apphcatlons, by persons
entitled to the information, should be answered prompt-
ly. Simple letters of inquiry regarding the status of ap-
plications will be transmitted from the Correspondence
and Mail Division, to the examining groups for direct ac-
tion. Such letters will be stamped “Status Letters.”

If the correspondent is not entitled to the informa- -
tion, in view of 37 CFR 1.14, he or she should be so in-
formed. For Congressional and other official i mqumes,
see MPEP § 203.08(a).

The original letter of inquiry regarding a pending or
abandoned application should be made of record in the
application and assigned a paper number. The reply to
an inquiry which includes a self—addressed, postage—
paid postcard should be made on the post card without
placing it in an envelope. The file record should also re-
flect, either on the original letter or in a separate paper,
the nature of the reply to the inquiry and the date on
which the reply was made.

In cases of allowed applications, a memorandum
should be pinned to the inquiry with a statement of date
it was forwarded to the Publishing Division. The memo-
randum and inquiry should then be sent to the Publishing
Division. This Division will notify the inqguirer of the
date of the notice of allowance and the status of the ap-
plication with respect to payment of the issue fee and
abandonment for failure to pay the issue fee.

In those instances where the letter of inquiry goes be-
yond mere matters of inquiry, it should not be marked as
a “status letter”. Such letters must be entered in the ap-
plication file as a permanent part of the record. The
inquiry should be answered by the examiner, however, and
in a2 manner consistent with the provisions of 37 CFR 1.14.
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