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1501 Statutes and Rules Applicable

The right to a patent for a design stems from:

35 U.S.C. 171.. Patents for designs.

Whoever invents any new, original and ornamental design for an
article of manufacture may obtain a patent therefor, subject to the
conditions and requirements of this title.

The provisions of this title relating to patents for inventions shall
apply to patents for designs, except as otherwise provided.

37 CFR 1.151.Rules applicable.

The rules relating to applications for patents for other inventions or
discoveries are also applicable to applications for patents for designs
except as otherwise provided. (35 U.S.C. 171)

37 CFR 1.152-1.155, which relate only to design pat-
ents, are reproduced in the sections of this chapter.

It is noted that design patent applications are not in-
cluded in the Patent Cooperation Treaty (PCT), and the
procedures followed for PCT international applications
are not to be followed for design patent applications.

The practices set forth in other chapters of this
Manual of Patent Examining Procedure (MPEP) are to be
followed in examining applications for design patents,
except as particularly pointed out in the chapter.

1502 Definition of a Design

The design of an object consists of the visual charac-
teristics or aspects displayed by the object. It is the ap-
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: ‘_-presentcdbytheobjectwhrchereatesawsual ‘
' __rmpactuponthenundoftheobserver - '

‘Since a design is manifested in appearanoe, the sub-

s ]ect matter of a desngn patent apphcatron may rélate to
. the. configuratron orshape of an ob]ect to the surface

ornamentation on an object, or both.

: Des1gmsmseparableﬁ'omtheob]ecttowhlchrt lsap-'_ SRR

plied and cannot exist alone merely as a scheme of sur-
face omamentatlon Itmustbe a deﬁmte, preconceived:

 thing, capable of. reproductron and not merely the |

chance result of a method. -

- (35US.C. 112, first and second paragraphs)

9 15 43 Subject Matter of Deszgn Patem b

Since a design is manifested in appearance, the subject matterofa
Design Patent may relate to the configuration or shape of an object, to
the surface ornamentation on the object or both. _

* 1502.01 Distinction Between Design and

Utility Patents [R— 1]

In general terms, a utlhty patent” protects the way
an article is used and works (35 U.S.C. 101), while a “de-
sign patent” protects the way an article looks (35 U.S.C.
171). The ornamental appearance of an article includes
its shape/configuration or surface ornamentation upon
the article, or both. Both design and utility patents may
be obtained on an article if invention resides both in its
utility and ornamental appearance.

While utility and design patents afford legally sepa-
rate protection, the utility and ornamentality of an ar-
ticle is not easily separable. Invention is a blend of func-
tion and ornamental design. Articles of manufacture
typically possess both functional and ornamental charac-
teristics.

Some of the more common differences between de-
sign and utility patents are summarized below:

1. The term of a utility patent >on an application
filed on or after June 8, 1995< is * >20< years >mea-
sured from the U.S. filing date; or if the application con-
tains a specific reference to an earlier application under
35 U.S.C. 120, 121, or 365(c), 20 years from the earliest
effective U.S. filing date<, while the term of a design
patent is 14 years >measured from the date of grant<
(see 35 US.C.173).

2. Maintenance fees are required for utility patents
(see 37 CFR 1.20), while no maintenance fees are re-
quired for design patents.

3. Design patent applications may include only a
single claim, while utility patent applications can have
multiple claims.
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4 Restnctlon between plural dnstmct mvenuons rs
on the part of the examiner in utility patent
§ 803), whrle 1t is mandatory in

- dlscretmnary
app]icatio 3 8(
desngn patent applications (see MPEP § 15 10.01)..

. 5.An- international : appltcatron ‘naming. vanous ) -
countries maybe‘filed for utility patents under the Patent .
Cooperation Treaty (PCI‘), while no- such provnsnon ex-

ists for desxgn patents.

6. Foreign priority under SUSC, 119>(a) (d)< |

can be obtamed for the: filing of utility patent appllca-
tionsup to 1yeara after the first filing in any country sub-

scribing to the Paris. Conventlon, while this penod is

only 6 months for design patent apphcatlons

Other distinctions between design and utility patent
practice are detailed in this chapter. Unless otherwise
provided, the rules for applications for utility patents are
equally applicable to applications for patents for desrgns
(35U.S.C. 171 and 37 CFR 1.151).

1503 Elements of a Design Patent Application

A design patent application has essentially the
elements required of an application for a utility pat-
ent filed under 35 U.S.C. 101 (see Chapter 600). How-
ever, unlike the Iatter, a preamble still remains a require-
ment in a design patent application, and the arrange-
ment of the specification is as specified in 37 CFR 1.154.

A claim in a specific form is a necessary element of a
design patent application. See MPEP § 1503.01.

A drawing is an essential element of a design patent
application. See MPEP § 1503.02 for requirements
for drawing.

1503.01 Specification and Claim

37 CFR 1.153.Title, description and claim, oath or declaration.

(a) The title of the design must designate the particular article. No
description, other than areference to the drawing, is ordinarily required.
The claim shall be in formal terms to the ormamental design for the
atticle (specifying name) as shown, or as shown and described. More
than one claim is neither required nor permitted.

(b)The oath or declaration required of the applicant must comply
with § 1.63.

37 CFR 1.154 Amangement of specification.

The following order of arrangement should be observed in framing
design specifications:

(a)Preamble, stating name of the applicant and title of the design.

(b)Description of the figure or figures of the drawing.

(c) Description, if any.

(d)Claim.

(c)Signed oath or declaration (See § 1.153(b})).
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nefollomngorderofarrangementshouldbeobsemdmfrmng o

. design patent applications:

(@) Preamble,staungthenameoftheapplienntandthemleofthe

(b)- Descrlpuon of the figure or ﬁgures of the drawmgs. o
(o) Descnpnon, if any. - : .

(d) Claim. )

(e) Signed oath or declaratnon (See 37 CFR 1. 153(b))

: PREAMBLE

The preamble must state the namie. of the apphcant !
and the title of the design 37 CFR 1 153—1 154).
~ The title of the design 1dent1fies the article in which

the design is embodied by the name generally known and

used by the public. A title descrintive of the actual article
aids the examiner in developing a »complete field of
search of the prior art and aids in the proper assignment
of new applications to the appropnate class, subclass,
and patent examiner, and the proper classification of the
patent upon allowance of the application. It also aids the
public in understanding the nature and use of the article
embodying the design after the patent has been pub-
lished. For example, a broad title such as “Adapter Ring”
provides little clue as to the nature and intended use of
the article embodying the design. Thus, applicants are
encouraged to provide a specific and descriptive title.

Following are examples of preferred and non—pre-
ferred titles:

~ Preferred Title: Rather than:
Stove Heating Device
Vacuum Bottle Bottle
Microwave Oven Cooking
Appliance
Alarm for an Automobile  Electronic
Device

Since 37 CFR 1.153 requires that the title must desig-
nate the particular article, and since the particular article
is defined by the claim, it follows that the language of the
title and claim must correspond. When the language of
the title and claim do not correspond, the title should be
objected to under 37 CFR 1.153 as not corresponding to
the language of the claim.

However, it is emphasized that, under the second
paragraph of 35 US.C. 112, the claim defines “the sub-
ject matter whicl applicant regards as his invention™
{emphasis added) Thus, the examiner should afford the
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applicant : substanual latitude in the language of the
title/claim. The examiner should only require amend-
ment of the title/claim if the language is clearly misdes-
criptive, inaccurate, or unclear (i.c., ihe language would
result in a rejection of the claim under 35 U.S.C. 112, sec-
ond paragraph; sce MPEP§ 1505.03).

Any amendment to the language of the title must also
be made in both the title and the claim. It is preferable
(but not required) that the amended language also be in-
corporated into the figure description, However, it is not
necessary to submit a new oath or declaration merely to
obtain correspondence in terminology between the title,
claim, and the oath or declaration.

9 15.05.1 Title of Design Invention
The title of an article being claimed in a design patent must
correspond tothe name of the article shown in solid lines in the drawings.

% 15.59 Amend Title
For [1 insert reason], the title [2] amended throughout the applica-
tion, original oath or declaration excepted, to read: [3).

Examiner Note:
In bracket 2, insert “must be” or “has been.”

DESCRIPTION

Any description of the design in the specification,
other than a brief description of the drawing, is generally
not necessary since as a general rule the illustration in
the drawing views is its own best description. Howev-
er, while not required, such a description is not prohib-
ited and may be incorporated, at applicant’s option, into
the specification or may be provided in a separate paper.

In addition to the figure descriptions, the following
types of statements are permissible in the specification:

1. Description of the appearance of portions of the
claimed design which are not illustrated in the drawing
disclosure.

2. Statement indicating that any broken line illustra-
tion in the drawing disclosure is not part of the design
sought to be patented.

3. Description denoting the nature and environmen-
tal use of the claimed design.

It is the policy of the Office to attempt to resolve
questions about the nature and intended use of the
claimed design prior to examination by making a Re-
quirement for Information (see Form Paragraph 15.56)
at the time of initial docketing of the application. This

1503.01

searched when the application comes up for examina-
tion in its normal course without the need for a rejection
under 35 U.S.C. 112 prior to a search of the prior art. Ex-
planation of the nature and intended use of the article
may be added to the specification prowded it does not
constitute new matter. See MPEP §1506. It may alter-
nately, at applicant’s option, be submitted in a separate
paper withont amendment of the specification.

4. A “characteristic features” statement describing a -
particular feature of the design that is considered a fea-
ture of novelty or non—obviousness over the pnor art

(37 CFR 1.71(c)).

S 15.47 Characteristic Feature Statement

A “characteristic” features statement describing a particular
feature of novelty or uncbviousness 1 * : claimed design may be
permissible in the specification. Such a statement should be in terms as
““The characteristic feature” of the design resides in [brief but accurate
description] or, if conibined with one of the figure descriptions, in terms
suchasthe characteristicfeature of which residesin [2 briefbut accurate
description]. While consideration of the claim goes to the total or
overallappearance, theuse ofa“characteristicfeature” statement may
serve fater to limit the claim. (McGrady v. Aspenglas Corp.. et al. 208
USPQ 242).

The following types of statements are not permissible

in the specification:

a. A disclaimer statement directed to any por-
tion of the claimed design that is shown in
solid lines in the drawings. See Ex parte
Remington, 114 0.G. 761, 1905 C.D. 28
(Comm’r Pat. 1904); In re Blum, 153 USPQ
177 (CCPA 1967).

b. Statements which describe or suggest mod-
ifications of the claimed design which are not
illustrated in the drawing disclosure.

c. Statements describing matters which are
constructions unrelated to the design.

§ 15.60 Amend All Figure Descriptions
For [1 insert reason)] the figure descriptions {2] amended toread: [3].

Examiner Notes
In bracket 2, insert “must be” or “have been”.

Q 15.61 Amend Selected Figure Descriptions
For [1 insert reason] the description(s) of Fig(s). [2] 3] amended
to read: [4)

will enable the application to be properly classified and Examiner Note:
docketed to the appropriate examiner and to be In bracket 3, insert “must be” or “have been.”
1500 -3 Rev. 1, Sept. 1995
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1503.02 Drawing

37 CFR 1.152. Demgn dmwmg

The desngn mustbe represented by a d:awmg that oomplles w1th the
reqmrements of § 1.84, and must contain a sufficient number of views to
constitute a complete disclosure of the appearance of the article.
Appropnate surface shadmg mustbe used toshow the characteror

contourofthe surfaces reptesented Solid black surface shadingisnot

permlttedexceptwhenusedtorepresentcolorcontrast Brokenlines

maybeusedtoshowwsnbleenwronmentalstructure,butmaynotbe :
usedtoshowhlddenplanesandsurfaceswhlchcannotbeseenthrough'
opaque materials. Alternate positions of a design component, iflus-
tratedbyfull andbrokenlinesinthe sameviewarenotpermittedina

designdrawing. Photo_graphsandmkdrawmgsmustnotbecombmed
in one application. Photographs submitted in licu of ink drawings in
design patent applications must comply with § 1.84(b) and must not
disclose environmental structure but must be limited to the design for
the article claimed. Color drawings and color photographs are not
permitted in design patent applications.

Every design patent application must include a draw-
ing. It is of utmost importance that the drawing clearly
show the complete ornamental appearance of the entire
article such that nothing is left to conjecture.

In addition to the criteria for utility applications set
forth in 37 CFR 1.81-1.88, design drawings must also
comply with 37 CFR 1.152 as follows:

A. Views

Normally, drawing figures should be provided show-
ing the article, at a minimum, from each of its six normal
views. Additional perspective views should also be pro-
vided if helpful in disclosing the design.

Views that are merely duplicative of other views of
the article or that are merely plain and include no orna-
mentality may be omitted from the drawing if the specifi-
cation makes this explicitly clear. See MPEP § 1503.01.
For example, if the left and right sides of an article are
identical or symmetrical, a view should be provided of
one side and a statement made in the drawing descrip-
tion that the other side is identical/sym- metrical; if the
bottom of an article has a plain bottom, a view of the bot-
tom may be omitted if the specification includes a state-
ment that the bottom is plain and unornamented.

While a sectional view which more clearly brings out
elements of the design is permissible (see Ex parte
Lohman, 1912 CD 336, 184 OG 287 (Comm’r Pat.
1912)), a sectional view presented to show functional
features or for exhibiting mechanical features or interior
structure not part of the design should be rejected under
35US.C. 112, paragraph 2.

Rev. 1, Sept. 1995
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B. Surface Shading

The drawing should be appropnately surface shaded
to show clearly the character and contour of all surfaces
of any 3~- dnmensuonal aspects of the design Surface
shadmg is also necessary to dlstmgmsh between any

- openand solid : areas of the article.

Lack of appropnate surface shading in the drawing as
filed may render the design indefinite under 35 U.S.C.

112, Additionally, if the surface shape is not evident from

the disclosure as filed, the addition of surface shadmg af-
ter- filing may comprise new matter and may prevent the
applicant from obtaining priority under 35 U.S.C. 120 of
any continuation—in—part filed to correct the defect in

- the original application.

C. Broken Lines

Structure that is not part of the claimed design but is
considered necessary to show the environment in which
the article is used may be represented in the drawing in
broken lines. Additionally, a portion of an article that is
not considered part of the design may be shown in bro-
ken lines, In re Zahn, 204 USPQ 988 (CCPA 1980). A
broken line showing is for illustrative purposes only and
forms no part of the claimed design.

However, broken lines are not permitted for the pur-
pose of indicating that a portion of an article is of lesser
importance in the design, In re Blum, 852 0.G. 1045, 153
USPQ 177 (CCPA 1967). The use of broken lines indi-
cates that the environmental structure or the portion of
the article depicted in broken lines forms no part of the
design, and is not to indicate the relative importance of
parts of a design.

In general, when broken lines are used, they should
not intrude upon or cross the showing of the claimed de-
sign and should not be of heavier weight than the lines
used in depicting the claimed design. Where a broken
line showing of environmental structure must necessarily
cross or intrude upon the representation of the claimed
design, such an illustration should be included as a sepa-
rate figure in addition to the other figures which fully dis-
close the subject matter of the design.

D. Surface Indicia

The ornamental appearance of an article includes its
shape and configuration as well as any indicia, lettering,
or other ornamentation embaodied in the article (“sur-
face indicia”). Surface indicia must be embodied in an
article of manufacture. Surface indicia, per se (i.e., not
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_ embodred ina specrﬁc artrcle of manufacture) is not

' proper. subject ‘matter for a desrgn patent under_,

35US.C.171. SeeMPEP§ 1507.

Surface indicia shown in a desrgn drawmg wrll nor-
mally be consrdered as pnma facze evrdence that the in-
drawmg to be an mtegral part of the clarmed desrgn

However, if the original disclosure of an application,
taken as a whole, indicates that the inventor intended

surface indicia to be merely exemplary or non—limita--
tive, the examiner may afford applicant the opportunity

to remove the surface indicia from the design or to show
the indicia in broken lines. For example, lettering on an

article that is described in the specification as merely ex-

emplary of any lettering that could be applied to the ar-
ticle may be amended to be shown in broken lines with-
out raising the issue of new matter.

If the original drawing shows surface indicia, and the
disclosure, taken as a whole, does not indicate that the
inventor considered the indicia to be merely optional or
exemplary, an amendment canceling the indicia (or
showing the indicia in broken lines) would comprise new
matter.

I the examiner is uncertain from the application, as
filed, whether the inventor considered any surface indi-
cia to be part of the design or merely exemplary of other
indicia, the examiner may require the actual inventor to
provide an oath or declaration attesting to whether the
indicia was considered a part of the claimed design. It is
appropriate to request such information directly from
the inventor since only the actual named inventor is di-
rectly aware of his or her actual inventive intent.

E. Photegraphs

Drawings are normally required to be submitted in
black ink on white paper, 37 CFR 1.84(a). Photographs
are normally not permitted in design patent applica-
tions.

However, the Office will accept black and white
photographs in design patent applications only after
granting a petition filed under 37 CFR 1.84(b)(1) re-
questing that photographs be accepted. Petitions to ac-
cept photographs as drawings will be considered by the
Supervisory Patent Examiner and will be granted if the
appropriate fee set forth in 37 CFR 1.17(h) has been in-
cluded and the three sets of photographs required under
37 CFR 1.84(b)(1)(ii) have been included. If other provi-
sions of 37 CFR 1.84(b) for photographs have not been
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‘ oomphed with (e.g., the photographs are not on double
_ weight photographic paper, are not properly mounted,
 or details are not adequately reproducrble), such lack of

compliance will not bar the grant ofa petition to accept

_ the photographs but rather will form the basis of subse-

quent objection to-the content of the drawmg A
Photographs submitted on double weight photo-

| graphic paper must have the drawing figure number
~entered on the face of the photograph. Photographs

mounted- on Bristol board  may have the frgure number
shown in black ink on the Bristol board proxrmate the
correspondmg photograph.

Photographs and ink drawings must not be com-

bined in one- application. The mt_roductlon of both

photographs and ink drawine- in a design application
would resultin a high'probability of inconsistencies be-
tween corresponding elements on the ink drawmgs as
compared with the photographs

Color drawings and color photographs will notbe ac-
cepted under any conditions in design patent applica-
tions. See 37 CFR 1.152.

1503.03 Design Claim

The requirements for utility claims specified in
37 CFR 1.75 do not apply to design claims. Instead, the
form and content of a design claim is set forth in 37 CFR
1.153:

37CFR 1.153 ... claim ...

(a) ... The claim shall be in formal terms to the ornamental design
for the article (specifying name) as shown or as shown and described.
More than one clzim is neither required nor permitted.

GhgRR

A design patent application may only include a
single claim. The single claim shouid normally be in
formal terms to “The ornamental design for (the article
as specified in the Title of the Invention) as shown.”
The description of the article in the claim should be
consistent in terminology with the title of the inven-
tion. See MPEP §1503.01.

When there is a properly included special descrip-
tion of the design in the specification (sce MPEP
§1503.01), or a proper showing of modified forms of
the design or other descriptive matter has been in-
cluded in the specification, the words “and described”
should be added to the claim following the term
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“shown”; i.e., the claim should read “The ornamental
design for (the article as specified in the. Title of the In-
 vention) as shown and described”.

The claimed design is shown by solid lmes in the
drawing. It is not permissible to show any portion of the
claimed design in dotted lines. There are no portions of

~ the claimed design which are immaterial or unimpor- -

tant, and elements shown in dotted lines in the drawing
are not part of the claim. See MPEP §1502.03(c) and in
re Blum, 852 O.G. 1045, 153 USPQ 177 (CCPA 1967).

q 1545 Photogmphs as Informal Drawmgs

Forﬁhngdatepurposes,mthosedesngnpatentapphcahonsfiledwnth
photographs for drawings contrary to the requirement for ink drawings,
the Application Division has been authorized to construe the
photographs as informal drawings, rather than to hold the application
incomplete as filed. By so doing, the Patent and Trademark Office can
accept applications without requiring applicants to file petitions to
obtain the original deposit date as the filing date. However, 37 CFR
1.84(b)(1) requires that if black and white photographs are filed as
formal drawings, a petition for acceptance assuch, the feeunder37CFR
1.17(h), and three sets of the photographs must be filed. Before the
photographs in this application can be treated as formal drawings,
applicant must submit [1].

Examiner Note:
1. In bracket 1, insert “a petition” “the fee” and/or “three full sets of
photographs”.

§ 15.57 Not—Entered Drawings Returned

The non —entered drawings filed [ 1]} will be returned to applicant(s)
uponproperrequest, Therequest must be filed within areasonable time.
Otherwise the drawing may be disposed of at the discretion of the
Commissioner (MPEP 608.02(y)).

1504 Examination

In design patent applications, as in utility patent ap-
plications, novelty and unobviousness are necessary pre-
requisites to the grant of a patent. Inthe case of a design,
the inventive novelty or unobviousness resides in the
shape or configuration and/or surface ornamentation of
the subject matter which is claimed. This is in contradis-
tinction to the evaluation of novelty and nonobviousness
in utility patent applications, which involves evaluation
of such factors as the operation, function, advantages,
and properties of the article.

Novelty and unobviousness of a design claim must
generally be determined by a search in the pertinent
design classes. It is also mandatory that the search be
extended to the mechanical classes encompassing in-
ventions of the same general type. Catalogs and trade
journals are also to be consulted.

Rev. 1, Sept. 1995
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| 1504.01 Statutory Subject Matter for Designs

A, lcons and Snrl'ace Indida B

The language “new; original and ornamental desxgn
for an article of manufacture” set forthin 35 U.S.C. 171
has been interpreted by the case law to include at leastu
three kinds of designs: (1) a design foran ornament, im-
pression, print, or picture applied to an article of
manufacture (surface mdlcla), (2) a design for the shape

or conflguratlon of an article of manufacture; and 3)a .
~ combination of the first two categories. See Inre Schnell, :
46 F.2d 203, 8 USPQ 19 (CCPA 1931); Ex parte Donald-

son, 26 USPQ2d 1250 (Bd. Pat. App. & Int. 1992).

A picture standing alonc Iz not paténtable under
35 U.S.C. 171. The factor which distinguishes statutory
design subject matter from mere picture or ornamenta-
tion, per se (i.e., abstract design) is the embodiment of -
the design in an article of manufacture. Consnstent with
35 US.C. 171, case law and PTO practice (37 CFR
1.152), the design must be shown applied to an article of
manufacture. o

A claim to a picture, icon, print, impression, etc. per
se, that is not embodied in an article of manufacture
should be rejected under 35 U.S.C. 171 as directed to
nonstatutory subject matter.

B. Fanctionality vs. Ornamentality

A design for an article of manufacture that is dictated
purely by the function of the article lacks ornamentality
and should be rejected under 35 U.S.C. 171. See In
re Carletti, 328 F.2d 10, 140 USPQ 653 (CCPA 1964);
Power Control Corp. v. Hybrinetics, Inc., 806 F2d 234, 231
USPQ 774 (Fed. Cir. 1986).

The examiner shall, upon making a prima facie show-
ing that the design of an article is dictated by its function,
make a rejection under 35 U.S.C. 171 that the de-
sign lacks ornamentality. Such a rejection is rebuttable
through presentation of evidence of ornamentality, such
as an affidavit by the actual inventor attesting to the or-
namental concerns in making the invention and a show-
ing of how the function of the article can be accom-
plished by substantively different designs. Mere argu-
ments by the attorncy of record are of little value in
establishing ornamental intent on the part of the inven-
tor. Upon submission of any evidence of ornamentality,
the examiner must recvaluate all the evidence anew and
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. L;make a knew detemunatlon whether the ewdence of or- L

. ',namentahty is suffi
= showmg of lack of ornamentahty

' Stevens, 173 F.2d 1015, 81 USPQ 362 (CCPA 1949)

ture that is hidden in its ultlmate end use may ‘be proper

ity has been shown to be a matter of concern, See In re
Webb, 916 F.2d 1553, 16 USPQ2d 1433 (Fed. Cir. 1990).

‘The examiner shall, upon making a prima facie show-

ing that an article is hidden in its ultimate end use and

absent any evidence that the ornamentality was of actual

concern to prospective purchaser of the article, make a
rejection under 35 U.S.C. 171 that the design lacks oma-
mentality. Such a rejection is rebuttable through presen-
tation of objective evidence of ornamentality, such as a
showing that ornamentality of the article was of commer-
cial concern during the period of commercial life be-
tween its manufacture and ultimate hidden end use. A
showing that the actual appearance of the article (or a
similar article) is advertised or displayed to prospective
customers may comprise evidence that its ornamentality
might be of actual concern. Affidavits or declarations
from actual customers attesting that ornamentality of
the article was of actual concern to them during the com-
mercial life of the article would comprise stronger evi-
dence. Upon submission of any objective evidence of or-
namentality, the examiner must reevaluate all the evi-
dence anew and make a new determination whether the
objective evidence of ornamentality is sufficient to over-
come the prima facie showing of lack of ornamentality.

§ 15.08 35 U.S.C. 171 Rejection as Purely Functional

The claim is rejected under 35 U.S.C. 171 as not meeting the
requirements of ornamentality, the subject matter being obviously the
result of purely functional considerations.

q 15.09 35 US.C. 171 Rejection
The claim is rejected under 35 U..S.C. 171 for the reason that [1].

1500 -7

ient to overcome thepnma facie o
e policy. 'l‘hestammybansfotthmejecnmuSSUSC.ﬂl .(SeeMPEP -
S ,ChapterlSM)Also:denufythe gpeci e
- T : f'andgwereasomwhyj‘
» Adesngn ot an artlcle of manufacture that is hxdden;k iy '
inits ultimate end use, where there is no ev1dence thatits
_ omamental appearance ‘was . of commercnal concem]y ,
priorto reachmg its ultimate end use, lacks omamental- o
ityand shouldberejected under 35US.C. 171 SeeIn re:.‘ z

Arejectxonomhcgmundoﬂackofomamenmluymdudeathemme IR
‘ --f:-;_'specnﬁcgroundsoffu‘ i ﬁivohty,fraud,conm:ymmxblnc"

Attenhon is dneeted m thefaet«that deﬂgn patent apphcauons are 7

. concemed ‘solely with the omameatal appearance of an article of mamu-

- .facture. Thefunctional andlorstructuralfeaturesstressedbyapplx- S
' cant in the papers are of no concern in design cases and are neither
- ;permlttednorrequlred Flmctlonandstmctutefallundertherenlmof‘ oo T

~ However, a design directed to an article of manufac- W 1544 Desig I"“p“'“b’e'nomom“ t0 WAWI‘“I

Des:gmsmsepamblefromtheobjecttowhlchltlsapphedandmnot "

S exist alone merely as a schemie of ornamentation. 1¢ must be a definite
subject matter fora design patent if there is some period

in the commercial life of the design when i its ornamental- -

preconcewedthmg,eapableofreproduetlon, andnotmerelytheebance Do
result of a metbod (35 USC 171 o.' ; ISC. 112, first and secmd

~ poragraphs)) - R
D. Oﬂ'ensive Subject Matter

Design- apphcatlons which : disclose subject matter
which could be deemed offensive to any race, rellgxon,
sex, ethnic group, or natlonahty, such as those whlch in-
clude caricatures or deplctlons, should be rejected asnot -
meeting the requu'ements of omamentahty under -

- 35US.C. 171. Form Paragraph 15.10 should be used.

9 15 10 Frivolous, O_ﬁ'enszve Sub]ect Matter ,
Thedisclosure and therefore theclaiminthisapplicationisrejected

as being frivolous and against public policy and therefore improper

subject matter for design patent protection under 35 U.S.C. 171. Such

‘subject matter is not seen to meet the requirements of ornamentality

under 35 U.S.C. 171. Moreover, since 37 CFR 1.3 proscribes the
presentation of papers which are lacking in decorum and courtesy, and
this includes depictions or caricatures in the disclosure, drawing and/or
claim which might reasonably be considered offensive, such subject
matter as presented herein is deemed to be clearly contrary to 37 CFR
1.3. (See Section 608 of the Manual of Patent Examining Procedure).

1504.02 Novelty

If the prior art discloses any article of substantially
the same appearance as that of the claimed design, it is
immaterial in the evaluation of novelty what the use of
such an article is. Stated differently, it is not necessary
that the claimed design and prior art article be from
“analogous arts” when evaluating novelty.

In determining novelty with respect to design pat-
ents, the standard recognized by the courts is whether
the prior art shows an article of “substantially the same
appearance” to an ordinary observer. Absolute identity
of design is not required to support a rejection for lack of
novelty under 35 US.C. 102. See Inre Glavas, 108 USPQ
50, 52 (CCPA 1956).
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In evaluatmg a statntory bar based on 35 USC

102(b), the case law indicates that the expenmental use -
exception toa statutoxy bar for public use or sale (see'
MPEP § ' 2128, 01) does not apply for. designs patents. -

See In re Mann, 861 FZd 1581 8 USPQZd 2030
(Fed. Cir. 1988). -

Registration of a desngn abroad is oonsxdered to be
equivalent to patenting under 35 U.S.C. 119 and 102(d),
‘whether or not the foreign grant is pubhshed (See Ex
parte Lancaster et al. 833 O.G. 8, 1966 C.D. 20 (Bd. App.

1965); Ex parte Marinissen, 842 0.G. 528, 155 USPQ 528

(Bd. App. 1966); Appeal No. 23948, Decided April 30,
1965, 833 O.G. 10, 1966 C.D. 22 (Bd. App. 1965);
Ex parte Appeal decided September 3, 1968, 866 0.G. 16
(Bd. App. 1966). The basis of this practice is that if the
foreign applicant has received the protection offered in
the foreign country, no matter what the protection is
called (“patent,” “Design Registration,” etc.), if the
United States application is timely filed, a claim for
priority will vest. If, on the other hand, the U.S. applica-
tion is not timely filed, a statutory bar arises under 35
U.S.C. 102(d) as modified by 35 U.S.C. 172. In order for
the filing to be timely for priority purposes and to
avoid possible statutory bars, the U.S. design patent
application must be made within 6 months of the foreign
filing. See also MPEP § 1504.10.

The laws of each foreign country vary in one or
more respects. For example, under the German Law
(Federal Republic of Germany), Industrial Designs are
called Geschmackmusters and the grant of protection is
effective from the day the application for registration is
filed, In re Talbott, 170 USPQ 281 (CCPA 1971) and Ex
parte Weiss, 159 USPQ 122 (Bd. App. 1967). Like the
British Law, the Swedish Law requires an application to
be subject to examination to establish whether require-
ments for registration of the design are satisfied. See In
re Monks, 200 USPQ 129 (CCPA 1978). A design patent
does not gain legal force, under Swedish Law, for pur-
poses of 35 U.S.C. 102(d), until registration is granted,
following publication of the application, even though
Swedish Law provides for recovery of damages for unau-
thorized exploitation during the application’s pendency.
See Ex parte Lander, 223 USPQ 687 (Bd. App. 1983).

§ 15.11 35 U.S.C. 102(a) Rejection

The claimisrejected under 35 U.S.C. 102(2) as clearly anticipated by
1} because the invention was known or used by others in thiscountry, or
patented or described inaprinted publication in thisor a foreigncountry
before the invention thercof by the applicant,
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q 15.12 35 us.c. 102(b) Rqecnon

medaimm,ectedmerssusmm)mclmlyauuc.pmby

-[1] because. the invention was patented or described in a printed

publication in thisor a foreiga country or in publlc uge or sale in this

* country more than one year pnor 10 the applmtlon for patent in the
' Unlted States. _ :

§ 15.13 35 US.C. 102(c) Re_]ecnon h

The claim is rejected under 35 U.S.C. 102(c) because the invention
has been abandoned

9 1514 35 U S C 102(d) Rejectton :
The claim isrejectedunder 35U.S.C. 102(d) asmodified by 35 US.C.
172, asclearly anticipated by [1} because the invention was first patented

 orcaused tobe patented, or was the subjectof aninventor’scertificate, by

the applicant or his legal representatives or assigns in & foréign country
prior to the date of the application for patent in this country or on an
application forpatentorinventor’scertificate filed more than sixmonths
before the filmg of the appllcatlon w ne United States

1 15.15 35 U S. C 102(e) Rejectwn

The claim is rejected under 35 U.S.C. 102(e) as cleaily anticipated by
[#] because the invention was described in a patent granted on an
application for patent by another filed in the United States before the
invention thereof by the applicant for patent.

9 15.16 35 U.S.C. 102()) Rejection |
Theclaimisrejected under35U.S.C. 102(f) because applicant did not
himself invent the subject matter sought to be patented.

9 15.17 35 U.S.C. 102(g) Rejection

The claim is rejected under 35 U.S.C. 102(g) because before the
applicant’s invention thereof the invention was made in this couniry by
another who had not abandoned, suppressed or concealed it.

1504.03 Nonobvicusness

A claimed design that meets the test of novelty must
additionally be evaluated for nonobviousness under
35U.8.C103.

A. Gathering the Facts
The basic factual inquiries guiding the evaluation of
obviousness, as outlined by the Supreme Court in Gra-
ham v. John Deere Co., 148 USPQ 459 (1966), arc equally
applicable to the evaluation of design and utility patent-
ability:
1. Determining the scope and content of the prior
art;
2. Ascertaining the differences between the
claimed invention and the prior art;
" 3. Resolvingthe level of ordinary skill in the art; and
4. Evaluating any objective evidence of nonob-
viousness (i.e., so—called “secondary con~iderations™).
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1 Smpcofthe Prern
The scope of the relevant prior art for purposes of

evaluating obviousness under 35 U S C 103 extends to -

all “analogous arts.” - -

- While the determination of whether arts are analo-

gous is basrcally the same for both design and utility in-
ventlons, the case law (In re Glavas, 109 USPQ 50, 52
(CCPA 1956)) provides specific guidance for evaluating

- analogous arts in the design context, which should be

used to supplement the general requlrements for analo-
gous art as follows

The questron in design cases as dlstmgunshed
from utility cases is “not whether the references
sought to be combined are in analogous arts in the
mechanical sense, but whether they are so related
that the appearance of certain ornamental fea-
tures in one would suggest the application of
those features to the other. :

Thus, if the problem is merely one of giving an
attractive appearance to a surface, it is immaterial
whether the surface in question is that of wall pa-
per, an oven door, or a piece of crockery. . . .

On the other hand, when the proposed com-
bination of references involves material modifica-
tions of the basic form of one article in view of
another, the nature of the articles involved is a
definite factor in determining whether the pro-
posed change involves [patentable] invention.*

Therefore, where the differences between the
claimed design and the prior art are limited to the ap-
plication of ornamentation to the surface of an article,
any prior art reference which discloses substantially the
same surface crnamentation would be considered analo-
gous art. Where the differences are in the shape or form
of the article, the nature of the articles involved must also
be considered.

2. Differences Between the Prior Art and the Claimed
Design

Differences between the claimed design and the
prior art may comprise those of surface indicia or of
shape or form of the article of manufacture embodying
the design. Note that whether any particular ornamenta-
tion is embossed on or impressed in the surface to which
it is applied is considered a matter of choice well within
the skill of the ordinary designer. See In re Comwall 109
USPQS7 (CCPA 1956). All differences between the

1500 -9

1504.03

' clalmed desngn and the closest pnor art reference should
~ . be identified in any rejection of the design claim under

35U.8.C. 103.1f any differences are considered de mini- -
mis or mconsequentral from a desrgn vxewpomt the re-

: jectmn should so state.

3 LevelofOrdmarySlaIlmtheAn o : :

In order tobe unpatentable, 35 US. C. 103 requlres
that an invention must have. been obvxous to a person
having “ordinary skill in the art” to which the subject

matter sought to be patented pertams ‘The “level of or-

dinary skill in the art” from which obwousness of adesign -
claim must be evaluated under 35 U.S.C. 103 has been
held by the courts to be the perspective of the “designer
of . . . articles of the types presented.” In re Nalbandian,
661 F2d 1216, 211 USPQ 782, 784 (CCPA 1981); In're
Carter, 213 USPQ 625 (CCPA r,‘:s")

4. Secondary Conszderatmns

Secondary considerations, such as commercial suc-
cess and copying of the design by others, are relevant to
the evaluation of obviousness of a design claim just as in
a utility claim. Evidence of nonobviousness may be pres-
ent at the time a prima facie case of obviousness is evalu-
ated or it may be presented in rebuttal of a prior obvious-
ness rejection.

B. Prima Facie Obviousness

Once the factual inquiries mandated under Graham
v. Deere have been made, the examiner must determine
whether they support a conclusion of prima facie ob-
viousness.

In determining prima facie obviousness, the proper
standard is whether the design would have been obvious
to a designer of ordinary skill with the claimed type of
article, In re Nalbandian, 661 F.2d 1214, 211 USPQ 782
(CCPA 1981).

The procedure for evaluating prima facie obviousness
of a design is set forth in In re Rosen, 673 F.2d 388, 213
USPQ 347 (CCPA 1982). Rosen states, essentially, that it
is the overall appearance, the visual effect as a whole of
the design, which must be taken into consideration.
Rosen additionally states, on a procedural level, that the
examiner must first provide “a reference, a something in
existence, the design characteristics of which are basical-
Iy the same as the claimed design.” (213 USPQ at 350).

Such a basic reference (commonly called a “Rosen
reference”) is not required to be identical in all minutiae
to the claimed design. The design of the article in the
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“Rosen reference ‘need only possess deslgn charactens— |

tics which are “baslcally the same as the claimed desrgn

Rosen, supra. Oncea reference meets the test as a “Ro-
sen referenee,” ornamental features may reasonably be
mterchanged with or added from those of other refer-
€ences so long as the refererices “are so related that the
appearance of certain omamental features inone would

suggest the application of those features to the other.”

In re Rosen, 213 USPQ at 350, quoting In re Glavas, 109

USPQ 50,52 (CCPA 1956).

C. Rebuttal of the Prima Facie Case

In design cases as in utility cases, once a prima facie
case of obviousness has been established, the examiner
must consider any additional objective evidence of non-
obviousness and/or rebuttal evidence offered by appli-
cant. :

9 15.18 35 U.S.C. 103 Rejection (Single Reference)

The claim is rejected under 35 U.S.C. 103 as unpatentable over [1]
Althoughtheinventionisnotidenticallydisclosedordescribedasset
forth in 35 U.S.C. 102, if the differences between the subject matter
soughttobe patented and the prior art are such that the subjeci matter as
awhole would have been obviousat the time the inventionwasmade to a
person having ordinary skill in the art to which said subject matter
pertains, the invention is not patentable.

1 15.19 35 U.S.C. 103 Rejection (Multiple References)

The claim is rejected under 35 U.S.C. 103 as unpatentabie over [1] in
view of [2].

Althoughtheinventionis nor identicaily disciosed or described asset
forth in section 102 of the statute, if the differences between the subject
matter sought to be patented and the prior art are such that the subject
matter as awhole would have been obvious at the time the inventionwas
made to a person having ordinary skill in the art to which said subject
matter pertains, the invention is not patentable.

9 15.19.1 Summary Statement of Rejections
The claim stands rejected under {1].

Examiner Note:

1. Use as summary statement of rejection(s) in Office action.

2. Inbracket 1, insert appropriate basis for rejection, i.e., statutory
provisiens, etc.

% 15.58 Claimed Design Is Patentable
The claimed design is patentable over the references cited.

1504.04 Considerations Under 35 U.S.C. 112

The drawing in a design application is incorporated
into the claim by use of the claim language “as shown”,

Additionally, the drawing disclosure can be supple-
mented by narrative description in the specification
(sce MPEP §1503.01). This description is incorporated
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into the clalm by use of the language “as shewn and

_ Tdescrrbed” See MPEP § - 1503.03.

- A defect in the drawing or the narrative desenptron‘ )

inthe specrfrcatron that renders the desrgn unclear, con-

fusing, or incomplete supports a rejectron of the claim

- under 35 U.S.C. 112, first paragraph as bemg based on

an madequate disclosure and/or a rejectron of the claim

“under 35 U.S.C. 112, sccond paragraph, as failing to par-

ticulasly point out and drstmctly claim the design.
Defects in claim language give rise to a rejection of

 the claim under the second paragraph of 35 U.S.C. 112

Typical examples include: _ :

- 1. Use of phrases in the claim such as “substantiatly

as shown,” “or similar article,” “or the hke,”or equiva-
lent terminology.

2. The designation of the design as collectively

shown in the drawing, refer-nced in the title and de-

~ scribed in the specification is such that it can not be de-

termined what article of manufacture is being claimed.
For example, a design claimed as an “Adapter Ring” in
which there are no distinguishing features in the drawing
to identify the field of endeavor of the article. '

§ 15.21 Rejection, 35 U.S.C. 112, First and Second Paragraphs
The claim is rejected under 35 US.C. 112, first and second
paragraphs, as the claimed invention is not described in such full, clear,
concise and exact termsas to enable any person skilledin the art to make
anduse thesame, and/or forfailing to particularly pointoutanddistinctly
claim the subject matter which applicant regards as the invention.

Examiner Note:

1. This paragraph should not be used when it is appropriate to make
one or more separate rejections under the first and/or the second
paragraph of 35 US.C. 112, In other words, separate rejections vnder
either the first paragraph or the second paragraph of 35 US.C. 112 are
preferred. This paragraph should only be used when either the first or
second paragraph of 35 U.S.C. 112 could be applicable, but due to some
question of interpretation, uncertainty exists as to whether the claimed
invention is sufficiently described in the enabling teachings of the
specification or the claim language is indefinite.

2. A fufl explanation should be provided with this rejection.

9 15.22 Rejection, 35 US.C. 112, Znd Paragraph

Theclaimisrejected under35 U.S.C. 112, second paragraph, asbeing
indefinite for failing to particularly point cut and distinctly claim the
subject matter which applicant regards as the invention.

Examiner Note:
1. Use this peragraph when claims are vague, indefinite, confusing,
incorrect or cannot be understood.

2. Add a full explanation of the rejection.
3. See also form paregraph 17.07
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mehunmrqmdmmmpmmﬂmiymmwandMW‘-,ﬁ_
'dmmthemmmasm@medmﬁus.c.llzwpamgmpb.ﬂn »
: deargnaﬂonofﬂndemmmmobmadfordxeemmhmﬂnapmpet‘f

examination of the claim per 37 CFR 1104,
Applteantlstherefore required to provrdeasufﬁclentexplanatronof
the design’ regardmg its nature and-intended use so that a proper

. elasstﬁeauonandrehablesearchcanhemade Addmonnlmformanon,rf ,
avarlable, regardmg fields of search, pertinent prior art,. advertising

brochures and the filing of eopendmg utility applications would also be
helpful.- If a uuhty apphcatron has been filed, please furnish its senal
" pumber..

Thisinformation shouldbesubmrtted in the form of a separate paper
and should not be inserted in the specification (37 CFR 1.56). See also
37CFR 197,198 and 199. -

Examiner Note:
1. Thisrejection maybeusedwhen the applicant failsto respondtoa
request for information and as otherwise deemed appropriate.

9 15.56 Reguest for Information :

Apreliminaryreview of thisapplication indicates that the designation
of the articleclaimedissobroad thatitwill be difficuit for the examiner to
make a proper examination of the claim as required by 37 CFR 1.04.

Please provide sufficient explanation to the claimed design invention
regarding its nature and intended use so that the most appropriate
docket assignment and pertinent search can be made. This information
should be submitted in the form of remarks only, and should not be
inserted in the specification.

Additional information regarding analogous fields of search, perti-
nent prior art, advertising brochures, and the filing of copending utility
applications would also prove helpful and shouid be included in the
response. Attentionis also directed to 37 CFR 1.56 and the procedure in
section 609 of the Manual of Patent Examining Procedure as authorized
by 37 CFR 1.97, 1.98 and 1.99.

Failure to respond prior to a first Office action on the merits may
resultin arejection under 35 U.S.C. 112 on such first Office action if the
examiner is unable to make a proper examination.

The new case status of this application for the purpose of issuance of a
first Office action on the merits in filing date order, will continue under
the provisions of 37 CFR 1.101, MPEP 708.

9 15.66 Employ Services of Patent Attorney or Agent (Design)

Asthevalue of a design patent is largely dependent upon the skillful
preparation of the drawings and specification, applicant might consider
it desirable to employ the services of a registered patent attorney or
agent. The Patent and Trademark Office cannot aidin the selection of an
attorney or agent,

New Matter

In design patent applications, as in applications filed
under 35 U.S.C. 101, additional ~r amended illustrations
involving new matter is in violation of 35 U.S.C. 132;
37CFR 1.118.

In a design patent application, deletion of portions
of the original design may constitute new matter if the
original application as filed did not contain a disclo-
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1504.05 .
sure that the deleted mformatlon was not part of the :

’desrgn SeeMPEP § 1503.02(d). S
" If new matter is. added to the drsclosure, the. clarm. R
- shouldbe re]ected under 35 US.C. § - 112, paragraph =
'by..,'one, as lackmg support n: the ongmal dlsclosure See

- Form Paragraph 15.51. If new matter is. added to the
description or drawing, the specification should be ob- -
. jected to under 35 USC 132 See Form Paragraph
_._7 28,

Whrle amendments mvolvmg new matter are ordr-f
nanly entered, such matter is ‘required by the exammer N
to be canceled from the specrﬁcatron, and the clarm isre-
jected under 35 US. C. 112, first- paragraph. ‘While
amended drawings contammg new matter are not ordi-
narily  entered in. utility: apphcatrons (see MPEP
§ 608.04), since the drawing in a design application is
part of the claim, amended drawmgs in design cases in-
volving new matter are entorcd; the drawing should be

‘objected to under 35 U.S.C. 132, the new matter should

be required to be canceled, and the claim should be re-
jected under 35 U.S.C. 112, first paragraph. (See In re
Rasmussen, 211 USPQ 323 (CCPA 1981))

9 15.20 Rejection, 35 U.S.C. 112, First Paragraph (New Matter)
The claim is rejected under 35U.S.C. 112, first paragraph, as [1]

Examiner Note:

Supply further explanation as appropriate. New matter rejections
should be made under thissection of the statute when the claims depend
upon the new matter. See also Form Paragraph 15.51.

1504.05 Restriction

General principles of utility restriction are set forth
in chapter 800 of the MPER These principles are also ap-
plicable to design restriction practice with the exception
of those differences set forth in this section.

Unlike a utility patent application, which can contain
plural claims directed to plural inventions, a design pat-
ent application may only have a single claim and thus
must be limited to a single invention to avoid introduc-
tion of a lack of clarity as to what is being claimed. There-
fore, the design patent examiner will require restriction
in each application which contains more than one inven-
tion.

Restriction may be required under 35 US.C. 121 if
subject matter in a design patent application as disclosed
in the drawing is either independent or distinct and is
able to support separate design patents.
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A. Independent Inventions ‘ .
- Design inventions are mdependent if there isno ap-

\parent relatmnshnp between two or more subjeets dis- -
closed in the drawings; that is, they are unconnected in
overall appearance, for example, a pair of eyeglasses and

~adoor handle; a bicycle and a camera; an automoblle and

a bathtub. Also note examples in MPEP § 806.04. Re-
striction in such cases is clearly proper. This situation
may be rarely presented since desngn patent applications
are seldom filed contammg dlsclosures of independent
subjects

B. Distinct Inventions

Design inventions are distinct if the overall appear-
ance of two or more embodiments as disclosed in the
drawings are related, for example, two embodiments of a
vase, and are patentable (novel or unobvious) over each
other. Restriction in such cases is also clearly proper.
Distinct designs may constitute either multiple embodi-
ments of the same article or they may be related as a com-
bination and subcombination of the overall design. On
the other hand, if nondistirnict inventions are claimed in
separate design patent applications, the issue of double
patenting must be raised. Note MPEP § 806.05and
1504.06. In determining the question of distinctness un-
der 35 U.S.C. 121 in a design patent application, a search
of the prior art may be necessary.

1. Multiple Embodiments

It is permissible, in a proper case, to illustrate more
than one embodiment of a design invention in a single
application. However, such embodiments may be pre-
sented only if they involve a single inventive concept and
are not patentably distinct from one another. See Ir re
Rubinfied, 123 USPQ 210, 1959 C.D. 412 (CCPA 1959).
Embodiments that are patentably distinct over one
another do not constitute a single inventive concept and
thus may not be included in the same design application,
In re Platner, 155, USPQ 222 (Comm’r Pat. 1967). The
disclosure of plural embodiments does not require or
justify more than a single claim, which claim must be in
the formal terms stated in MPEP § 1503.01. The specifi-
cation should make clear that multiple embodiments are
disclosed and may particularize the differences between
the embodiments.

9 15.27 Restriction under 35 U.S.C 121

This application contains the following separate embodiments of
the disclosed design:

Rev. 1, Sept. 1995
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Embodiment 1: Figs. [1]

* Embodiment 2: Figs. [2] - _ ) )
Multiple embodnnents ofa smge inventive eoneept may be mduded in
thesamedeagnapphe&ﬂononlynftheymvolveamglemventweeomepc
In re Rubinfield, 123 USPQ 210 (CCPA 1959). Embodiments that are .
patentably dlstmet from. oneanother donot eonsututeasmglemvenuve

- eonceptandthusmaynotbemcludedmthesamedesxgnappheauon In .
re Platner; 155 USPQ 222, - :

Theabcvedwclosedembodlmentsdeﬁnethefollomngdlsnnetgroupsof -
inventions: -

Group I: Embodnnent [3]

Group II: Embodlment 4l o '
ResmmomsrequlredundeﬂSU S.C. lthooneofthe aboveldentlﬁed ‘
patentably distinct groups of the disclosed inventions. N
Aresponsetothisrequirement mustinclude an election ofasmgle group
for prosecution on the merits, evenif thisrequirement is traversed. Any .
response that does not include election of a single group will be held
non—responsive. Applicantisalso requested to direct cancellatmn ofall
drawing figures directed to non—elected groups.

Shouldapplicanttraverse thisrequirementon the grounds that the
embodiments comprise a single inventive concept or are not patentably
distinct, applicantshould presentevidenc=oridentifysuchevidencenow
of record showing the embodiments to X cbvious variations of one
another. If embodiments are determined not to be patentably distinct
andare accordinglyretainedin the same application, anyrejection ofone
embaodiment over prior art will apply equally to all other embodiments,
No argument asserting patentability based on features of other embodi-
mentswillbeconsideredonce thosec embodiments havebeen determined
to comprise a single inventive concept.

A shortened statutory period of THIRTY DAYS from the date of
this letter is set for applicant to elect a single embodiment for
prosecution on the merits.

9 15.28 Telephone Restriction under 35 U.S.C. 121

‘This application contains the following separate embodiments of the
disclosed design:

Embodiment 1: Figs. [1]
Embodiment 2: Figs. [2]

Multiple embodiments of a single inventive concept may be included
in the same design application only if they involve a single inventive
concept. In ve Rubinfield, 123 USPQ 210 (CCPA 1959). Embodiments
that are patentably distinct from one ancther do not constitute a single
inventive concept and thus may not be included in the same design
application. I re Platner, 155 USPQ 222.

The above disclosed embodiments define the following distinct

groups of inventions:
Group It Embodiment [3]
Group II: Embodiment [4]

Restriction is required under 35 U.S.C, 121 to one of the above
identified patentably distinct groups of the disclosed inventions.

Duringtelephone discussionwith[S]on [6], 2 provisional electionwas
made [7] traverse to prosecute the invention of Group [8]. Affirmation
of this election should be made by applicant in responding to this Office
action.

Group [9] is withdrawn from further consideration by the examiner,
37 CFR 1.42(b), as being for a non—elected invention,

Exsminer Note:
1. In beacket 7, insert “with” or “without™.
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9 15 31 Prov:swnal Electwn Reqmred (37 CFR I 143)

Apphmntlsadwsedthattheresponsetobeeompletemustmcludea -
provmonal election of one of the enumerated desxgn.s, even though the l L

, reqmrement may be trave:sed 37 CFR 1 143

2, Segregublelhrts CombumtwnlSubcomhnauon

A design patent covers the eritire design asawhole. It
is not limited to.any part or pomon of the desngn Under

the so—called doctrme of segregable parts, the design in

its entirety (l.e ‘the combmatlon) is distinct from parts~ i
thereof (l.e., any. subcombmatlon) See Ex parte Sanford :

1914 CD 69;. 204 0.G. 1346 (Comm’r, Pat 1914), and

Blumcraft of Pittsburgh v. Ladd, Comr. Pats, 144 USPQ

562 (D.D.C. 1965). Since separate inventions dlrected to

a combination and subcombmatlon thereof require sep- -

arate claims, restriction to one or the other is necessary

in a design patent application. See Ex parte Heckman,
135 USPQ 229 (PO Super. Exam. 1960); In re Kelly,

200 USPQ 560 ( Comm’r Pat. 1978).

9 15.29 Restriction Under 35 U.S.C. 121, Segregable Farts
Restriction to one of the following inventions is required under 35
USC. 121: :
Group 1 — Figures [1] drawn to a [2).
Group I - Figures [3] drawn to a [4).

Examiner Note:

Add groups as necessary.

The inventions as grouped are distinct from each other since under
thelaw a design patent covers only theinvention disclosed in an entirety,
and does not extend to segregable parts: the only way to protect such
segregable parts is to apply for separate patents (Ex parte Senford, 1914

C.D. 69; 204 O.G. 1346 and Blumcraft of Pittsburgh v. Ladd, Corr., 144

USPQ 562.). It is further noted that combination/subcombination
subject matter must be supported by separate claims, whereas only a
single claim is permissibie in a design patent application. (fn re
Rubenfield, 123 USPQ 210).

Ezaminer Note:

Add comments if necessary.

Because the inventions are distinct for the reason(s) given above, and
have acquired separate status in the art, restriction for examination
purposes as indicated is proper (35 U.S.C. 121).

Applicant isreminded thatthe response to be complete mustinclude
a provisional election of one of the enumerated inventions, even though
the requirement may be traversed. 37 CFR 1.143.

In view of the above requirement, action on the merits is deferred
pending compliance with the requirement in accordance with Ex parte
Heckman, 135 USPQ 229.

Applicant is given 30 days from the date of this letter to make an
eleciion to avoid a question of abandonment.

4 15.30 Reswriction Under 35 US.C. 121 (Segregable Paris)

(Telephonic)
Restriction to one of the following inventions is required under 35
USC 121:

1500 -
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Gmupl-F’gures[I]dtawnma[Z] n
. Group Il ~ Figures [3]dnwnma[4]

-ExaminerNote'

Addgoupsasneeessaryl y j = o ‘
’I‘hemvenuonsasgronpedaredxsﬂnctfromeachothermunder

o theIawadesxgnpatentcoversonlythemvennondwc!osedasanenurety, _
g anddoesnotextendtosegregableparts.theonlywaytoprotectsuch-

segregable partsisto apply for: separate patents Ex parte Sandford :
1914 C.D. 69; 104 O.G. 1346 and Blumcraft of szburgh v Ladd,

. »Cumr., 144 USPQ 562. It is. further noted that. combmauonﬁ
subcombmatlonsubjectmattermustbcsupponedbyseparateclmms,‘. .
' 'whereasonlyasmgleclanmnsperm:ss:blemademppatentappkmhon S

(In re Rubenfield, 123 UsPQ 210). .

Examiner Note: i
Addeommentsxfnecessaxy : Ll e .
" During a telephone discussion thh [5}on [6], a provnsxonal electlon :
was made 7 (with travesse, without traverse) to prosecute the invention
of Group [8]. Affirmation of thiselection should bemadebyapphcantm
responding to this Office action. .
Group [9] withdrawn from funher oonsuderatmn by the exammer,

7 37CFR 1. 142(b), as being for anon- Sected i mvenuon o
9 1534 Groups Withdrawn From Com'tderanonAﬁer vaerse '

Group [1] withdrawn from further consideration by the examiner,
37CFR1.142(b), asbeing foranon—elected mventlon,the requirement
having been travelsed in Paper No. [2).

9 15.36 Groups W'thdmwn From Cons:deranon Without
Traverse

Group [1] mthdrawn from further consnderauon by the examiner,
37 CFR 1.142(b), as being for the non—elected invention. Election was
made without traverse in Paper No. [2). : 4

9 15.37 Cancellation of Non—elected Groups, No Traverse

Inview of the fact that this application isin condition for allowance
except for the presence of Group [1) direcied to an invention or
inventions non—elected without traverse and without right to petition in
FPaper No. [2), said groups have been cancelled.

1504.06 Double Patenting

There are two types of double patenting rejections
which apply in the examination of design patent applica-
tions as in the examination of “Utility” applications
— the “same invention”—type and the “obvious-
ness”—type. See MPEP § 804. Double patenting may ex-
ist (1) between two or more design patent applications
and/or patents and (2) between a design patent applica-
tion and a “utility” application and/or patent.

A. Design — Design Double Patenting

The “same invention”—type double patenting re-
jection in design — design sitvation is based on
35 US.C. 171 which states in the singular that an in-
ventor “may obtain a patent.” This has been inter-
preted as meaning only one patent thus prohibiting
twice claiming the same invention, see In re Thorington
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. etal 163 USPQ 644 (CCPA 1969), Inre Getger et al
-~ 165 USPQ 572 (CCPA 1970). -
- enting rejection’ cannot be"bveroome by temunal dls-

, :»_clarmer (see ] MPEP  § 804 02)

. The: “obvrousness-—type” double patentmg rejec- 3
o uon in desrgn — design situations procedurally the same i

E as where two utlllty cases are mvolved

B, Design—Utility Double Patenting

A utlllty patent and a design patent may be based on
the same matter, however, there must be clear patent— .

able dlstmctmn between them

Where the destgn mventlon as defined by. the claim
as shown in the drawing views and the utility invention -
as defined by the claim language cross read, double
patentmg exists. This involves the same invention—
type double patenting: See Adides Fabrique v.
Andsmore Sportswear Corp., 223 USPQ 1109 (D.C.
S.D. N.Y. 1984); Wahl et al. v. Rexnord, Inc., 206 USPQ
865 (3d Cir.1980); Transmatic, Inc. v. Gulton Industries

Inc., 202 USPQ 559 (6th Cir. 1979)).
- The Court of Appeals for the Federal Circuit in

Carmen Industries Inc. v. Wahl et al. 220 USPQ 481

(Fed. Cir. 1983) also supports the broader test of
double patenting between design and. utility claims
based on obvious variations. This type of double pat-
enting rejection may be overcome by a terminal dis-
claimer where same inventive entities or common own-
ership exist (See MPEP § 804.02.)

§ 15.23 35 US.C. 171 Double Patenting Rejection
The claim is rejected under 35 U.S.C. 171 on the ground of double
patenting of the claim in applicant’s prior U.S. patent no. [1).

€ 15.24 Obviousness Double Patenting Rejection (Sole
Reference)

The claim is rejected under the judicially created doctrine of the
obviousness—type double patenting of the claim in applicant’s {1).
Alihough the designs are not identical, they are not patentably distinct
from each-other because [2). The obviousness type double patenting
rejection is judicially established doctrine based on public policy and is
primarilyintended to prevent prolongationof monopoly by prohibitinga
claim in a second patentnot patentably distinguishable from aclaimina
first patent.

A timely filed terminal disclaimer will obviate this rejection.
(MPEP § 1490), In re Vogel, 164 USPQ 619,

Examiner Note:
Inbracket 1, insert - copending application ot - prior U.S. Patent No.
In bracket 2, add explanation if necessazy.
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K 1525 Obwowms Double Pammmg Rejocaon (Mulaple% R
Thedmmrsrejectedunderthemdmﬂycreatedmafme
T jobvnousness—typedoublepatenungoftlwclmm(s)mapphmnt’sprmr DA
SUS, patentno [1]mv1ewof[2] Atthetrmetheapphcantmadethe TR
‘invention, it would have been olmous o [3 emmmer expand] as .
' demonstratedby[4] : .
’lheohvronsnesstype doublepatenungre]ecuonls]udmﬂyestab-" R
~ . lished doctrine based on public policy and is primarily intended to- . * -
* .. prevent prolongation ofmonopolybyprohibmngaelmmmasecond' cee R
patentnotpatentahlydrsnngunhahleﬁom lmmmaﬁrstpatent.(lnm ooal

Vogel, 164 USPQ 619).

A timely filed. termmal dlsclmmer w:ll olmate thls rejectron S
| (MPEP§ _14%0). . 4

150410 PnorityUnder35 USC 119 .

> (a)~- (d) < [R- 1]

‘35 US.C. 172 Rtghtofpnonty S

- ** >Therightof priority pravided for by subsecnons (a) through (@) .
of section 119 of this title and the time sp-~<ifi ed insection 102(d)shallbe
six months in the case of desrgns The righ. of priority provided for by,
section 119(e) of this tltle shall not apply to desrgns < N

The provrsrons of 35 U S.C. 119>(a) (d)< ap— :

- ply also to- design patent applications. However, in

order to obtain the benefit of an earlier foreign filing

-~ date, the United States application must be filed within

6 months of the earliest date on which any foreign ap-
plication for the same design was filed. >Design applica-
tions may not make a claim for priority of a provisional
application under 37 CFR 1.78(a)(3).<

4 15.01 Conditions Under 35 US.C. 119> (a)~{d)<

Applicant is advised of conditions as specified in 35 U.S.C.
119>(a)—(d) <, Anapplication fora design patent foraninventionfiled
in this country by any person who has, or whose legal representatives
have previously filed an application for a design patent or equivalent
protection for the same design in a foreign country which offers similar
privileges in the case of applications filed in the United States or to
citizensof the United States, shall have the effect as the same application
wouldhaveif filedin thiscountry onthe date onwhich the application for
patent for the same invention was first filed in such country, if the
application in thiscountry isfiled within sixmonthsfrom the earliest date
oa which such foreign application was filed.

% 15.03 Acknowledge Receipt and Notice of Return of Untimely
Priority Papers

Receiptisacknowledged of thefilingon [1) of acertified copyofthe
{2)application referred to in the oath or declaration. A claim for pricrity
cannot be based on seid application since the United States application
was filed more than six months thereafter. (35 U.S.C. 172). The papers
are accordingly being returned.

The United States will recognize claims for the right -
of priority under 35 US.C. 119> (a)—(d)< based on ap-
plications filed under such bilateral or multilateral trea-
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ties as the “Hague Agreement Concerning the Interna-
tional Deposit of Industrial Designs” and the “Uniform
Benelux Act on Designs and. Models.” In filing a claim

for priority of a forelgn apphcatlon previously filed un-

“der such a treaty, certain information must be supplied

to the United States Patent and Trademark Office. In
~ addition to the application number and the date of filing
of the foreign application, the following information is

required: (1) the name of the treaty under which the ap-

plication was filed, (2) the name of at least one country
other than the United States in which the application has
the effect of, or is equivalent to, a regular national filing
and (3) the name and location of the national or inter—
governmental authority which received the application.

9 15.02 Right of Priority Under 35 U.S.C. 119>(b)<

No application for design patent shall be entitled to the right of
priority under 35 U.S.C. 119>(b)< unless a claim therefor and a
certified copy of the original foreign application, specification and
drawings upon which it is based are filed in the U.S. Patent and
Teademark Office before the issue fee is paid, or at such time during the
pendencyof theapplicationasrequired bythe Commissioner, not earlier
than six months after the filing of the application in this country. Such
certification shall be made by the patentoffice or other proper authority
of the foreign country inwhich filed and show the date of the application
and of the specification and other papers. The Commissioner may
requireatranslation of the papersfiledif notin the Englishlanguage and
such other information as he deems necessary.

The notation requirement on design patent applica-
tion file wrappers when foreign priority is claimed is set
forth in MPEP § 202.03.

9§ 15.04 Priority Under Bilateral or Multilateral Treaties

The United States will recognize claims for the right of priority under
35 US.C. 119>(a)—(d)< based on applications filed under such
bilateral or multilateral treaties as The Hague Agreement Concerning
the International Deposit of Industrial Designsand the BeneluxDesigns
Convention. In filing a claim for priority of a foreign application
previously filed under such a treaty, certain information must be
supplied to the U.S. Patent and Trademark Office. In addition to the
application numberand thedate of filingoftheapplication, the following
information is requested. (1) the name of the treaty under which the
application was filed, (2) the name of at east ane country other than the
United States in which the application has the effect of, or is equivalent
to, aregular national filing, and (3) the name and location of the national
orinternational governmental authority which received the application.

§ 15.52 Examination of Priority Papers

White the U.S. Patent and Trademark Office does nor normally
examine the priority papersto determine whether the applicantisinfact
entitled tothe right of priority, in cases of a design patent application, the
priority papers will normally be inspected to determine that the foreign
application is in fact for the same invention as the application in the
United States (35 U.S.C. 119). Inspection of the papers herein indicates
that the prior application was not for the same invention as claimed in
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1504.20

- this appllcatwn Aecordmgly, the priority claim is :mpmpm’ and the

pepers are being returned.

Attention is also directed to the paragraphs dealing

~ with the requirements where an actual model was origi-

nally filed in Germany (MPEP § 201.14(b)).
See MPEP Chapter 200 and 37 CFR 1.78 for further

_ discussion of the practice and procedure under 35 U.S.C.

119> (a)—(d) <. ,
1504.20 Benefit Under 35 U.S.C. 120 [R—1]
If .abpli(:ant is entiﬂed under 135 U.S.C. 120 to the

benefit of an earlier U.S. filing date, the statement that,
“This is a division [continuation] of design ** >Applica-

tion< No.— — — —, filed — — —.” should appear in
the specification, either before or after the description
of the drawing figures.

Attention is directed to the requirements for “contin-
uing” applications set forth in MPEP § 201.07,
§ 201.08, and § 201.11. Note further that where the first
application is found to be fatally defective under
35 U.S.C. 112 because of insufficient disclosure to sup-
port an allowable claim, a second design patent applica-
tion filed as an alleged “continuation—in—part” of the
first application to supply the deficiency is not en-
titled to the benefit of the earlier filing date. (See
Hunt Co. v. Mallinckrodt Chemical Works, 83 USPQ
277 at 281 (2d Cir. 1949) and cases cited therein). See
also In re Salmon et al. 217 USPQ 981 (Fed. Cir. 1983).

Unless the filing date of an earlier application is actu-
ally needed, for example, in the case of an interference
or to avoid intervening reference, there is no need for the
examiner to make a determination as to whether the re-
quirement of 35 U.S.C. 120 is met. Note the holdings in
In re Corba, 212 USPQ 825 (Comm’r. Pat, 1981).

In both utility and design applications, applicants are
entitled to claim the benefit of the filing date of earlier
applications for Ilater claimed inventions under
35U.S.C. 120 only when the earlier application discloses
that invention in the manner required by 35 U.S.C. 112,
first paragraph. Thus, a claim including limitations di-
rected to the new matter added in a continvation—in~—
part application is not entitled to the benefit of the filing
date of the parent application.

Where the conditions of 35 U.S.C. 120 are met, a de-
sign application may be considered a continuing applica-
tion of an earlier utility application. Conversely, this also
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applies to a utlhty apphcatlon relying on the benefit of
the filing date of an earlier filed design application.

In light of the KangaROOS USA, Inc. v. Caldor Inc.,
228 USPQ 32 (Fed. Cir. 1985) and In re Berkman,
209 USPQ 45 (CCPA 1981), the holdings in In re
Campbell, 101 USPQ 406 (CCPA 1954) are no longer
controfling. .

Note also In re Berkman, 209 USPQ 45 (CCPA
1981) where the benefit of a design patent application
filing date requested under 35 U.S.C. 120 was denied
in the later filed utility application of the same inven-
tor. The Court of Customs and Patent Appeals took
the position that the design application did not satisfy
35 U.S.C. 112, first paragraph, as required under
35U.S.C.120.

9 15.26 Rule 60 (37 CFR 1.60) Requirement

Applicant is reminded of the following requirement:

In 37 CFR 1.60 cases, applicant, in the amendment cancefling the
non—elected inventions, should inciude directions to enter “This is a 1
(continuation) (division)] of ** > Application < No. [2}, filed [3]” as the
first sentence of the specification foliowing the preamble.

1505 Allowance and Term of Design
Patent [R—1]

35 US.C. 173. Term of design patent.
**> Patents for designsshail be granted for the term of fourteen years
from the date of grant.<

37 CFR 1.155. Issue and term of design patents.

(a)If,onexamination, itshall appear thatthe applicantisentitledtoa
design patent under the iaw, a notice of allowance will be sent to the
applicant, or applicant’s attorney or agent, calling for the payment of the
issue fee (§ 1.18(b)). If this issue fee is not paid within 3 months of the
date of the notice of allowance, the application shall be regarded as
abandoned.

(b)The Commissioner may accept the payment of the issue fee
later than three months after the mailing of the notice of allowance
as though no abandonment had ever occurred if upon petition the
delay in payment is shown to have been unavoidable. The petition
to accept the delayed payment must be promptly filed after the
applicant is notified of, or otherwise becomes aware of, the
abandonment, and must be accompanied by (1) the issue fee,
unless it has been previously submitted, (2) the fee for delayed
payment (§ 1.17(1)), and (3) a showing that the delay was
unavoidable. Such showing must be a verified showing if made by a
person not registered ¢o practice before the Patent and Trademark
Office.

(c) The Commissioner may, upon petition, accept the payment of
the issue fee later than three months after the mailing of the notice
of allowance as though no abandonment had ever occurred if the
delay in payment was unintentional. The petition to accept the
delayed payment must be filed within one year of the date on
which the application became abandoned or be filed within three
months of the date of the first decision on a petiticn under

Rev. 1, Sept. 1995

paragraph ®) ofth:ssectxonwbxdzwasﬁ!edw:thm oneyearoftbe
date of abandonment of the application. The petition to accept the
delayed payment must be accompanied by (1) the issue fee, unless.
it has been previously submitted; (2) the fee for unintentionally

‘delayed payment (§ 1.17(m)), and (3) a statement that the delay

was unintentional. Such statement must be a verified statement if

“made by a person not registered to practice before the Patent and

Trademark Office. The Commissioner may require additional
information where there is a question whether the abandonpment
was unintentional. The three—month period from the date of the
first decision referred to in this paragraph may be extended under
the provisions of § 1.136(a), but mno further extensions under
§ 1.136(b) will be granted. Petitions to the Commissioner under
§ 1.183 to waive any time periods’ for requesting revival® of an
unintentionally abandoned application will not be causxdered but
will be returned to the applicant.

(d)Any petition pursuant to paragraph (b) of this section not filed
withinsix monthsof the date of abandonment must be accompanied by a
terminal disclaimer with fee under § 1.321 dedicating to the public a
terminal part of the term of any patent granted thereon equivalent to the
period of abandonment of the application. The filing and issue fees for
design applications are set forth in 37 CT7R 1. 16(f) and 1.18(f).

1509 Reissue of a Design Patent

See MPEP Chapter 1400 for practice and proce-
dure in reissue applications.

Design Reissue filing and issue fees.

The term of a design patent may not be extended by
reissue, Ex parte Lawrence, 1946 C.D. 1, 70 USPQ 326
(Comm’r. Pats. 1946).

1510 Reexamination

Sec MPEP Chapter 2200 for practice and procedure
for reexamination applications.

1511 Protest

See MPEP Chapter 1900 for practice and procedure
in protest.

1512 Relationship Between Design Patent,
Copyright, and Trademark

A. Design Patent/Copyright Overlap

There is an area of overlap between copyright and de-
sign patent statutes where the author/inventor can se-
cure both a copyright and a design patent. Thus an orna-
mental design may be copyrighted as a work of art and
may also be subject matier of a design patent. The author/
inventor may not be required to elect between securing a
copyrightor a design patent, (see In re Yardley, 181 USPQ
331). In Mazer v. Stein, 100 USPQ 325, the Supreme
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Court noted the election of protection doctrine but did

not express any view on it since a design patent had been
secured in the case and the issue was not' before the
Court. : :

B. Inclusion of Copyright Notice ;

It is the policy of the Patent and Trademark Ofﬁce to
permit the inclusion of a copyright notice in a design pat-
ent application, and thereby any patent issuing there-
from, under the following conditions. ;

(1) A copyright notice must be placed adjacent to the
copyright material and, therefore, may appear at any ap-
propriate portion of the patent application disclosure includ-
ing the drawing. However, if appearing on the drawing,
the notice must be limited in print size from 1/8 inch to
1/4 inch and must be placed within the “sight” of the
drawing immediately below the figure representing the
copyright material. If placed on a drawing in confor-
mance with these provisions, the notice will not be ob-
jected to as extraneous matter under 37 CFR 1.84.

(2) The content of the copyright notice must be
limited to only those elements required by law. For ex-
ample, “© 1983 John Doe” would be legally sufficient
under 17 U.S.C. 401 and properly limited.

(3) Inclusion of a copyright notice will be permitted
only if the following waiver is included at the beginning
(preferably as the first paragraph) of the specification to
be printed for the patent:

A portion of the disclosure of this patent docu-
ment contains material to which a claim for copy-
right is made. The copyright owner has no objec-
tion to the facsimile reproduction by anyone of
the patent document or the patent disclosure, as it
appears in the Patent and Trademark Office pat-
ent file or records, but reserves all other copyright
rights whatsoever.

(4) Inclusion of a copyright notice after a Notice of
Allowance has been mailed will be permitted only if the
criteria of 37 CFR 1.312 have been satisfied.

Any departure from these conditions may result in a
refusal to permit the desired inclusion. If the waiver re-
quired under condition (3) above does not include the
specific language “(t)he copyright owner has no objec-
tion to the facsimile reproduction by anyone of the pat-
ent document or the patent disclosure, as it appears in
the Patent and Trademark Office patent file or records,. .
. .” the copyright notice will be objected to as improper.
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The files of design patents D~243,821, D—243,824,
and D-243,920 show examples of an earlier similar pro-
cedure. :

C. Design Patent/Trademark Overlap

. A design patent and a trademark may be obtained on
the same subject matter. The CCPA, in In re Mogen
David Wine Corp., 140 USPQ 575 (CCPA 1964), later re-
affirmed by the same court at 152 USPQ 593 (CCPA
1967), has held that the underlying purpose and essence
of patent ﬁghts are separate and distinct from those per-
taining to trademarks, and that no right accruing from
one is dependent or conditioned by the right concom-
itant to the other.

D. Inclusion of Trademarks in Design Patent Applica-
tions

1. Specification

The use of trademarks in design patent application
specifications is permitted under limited circumstances.
See MPEP §  608.01 (v). This section assumes that the
proposed use of a trademark is a legal use under Federal
trademarks law.

2. Drawings

Where trademarks are used in the drawing disclosure
and there is no evidence of record that the trademark
is owned by the applicant or assignee, applicant should
be required to establish the legal right to use the
registered trademark in the design application drawing
disclosure. See Dallas Cowboys Cheerleaders, Inc. v.
Pussycat Cinema, Ltd., 203 USPQ 161 (2d Cir. 1979) and
Coca—Cola Co. v. Gemini Rising Inc., 175 USPQ 56
(E.D.N.Y. 1972).

1513 Miscellaneous

With respect to copies of references supplied to ap-
plicant in a design patent application, sce MPEP
§ 707.05(a).

Effective May 8, 1985, the Statutory Invention Regis-
tration (SIR), new 35 U.S.C. 157, and 37 CFR 1.293
- 1.297 replaced the former Defensive Publication Pro-
gram (37 CFR 1.139). The Statutory Invention Registra-
tion (SIR) Program applies to utility, plant, and design
applications. See MPEP Chapter 1100.
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