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701 Statutory Authority for Examina-
tion [R-31]

35 U.S.C. 131. The Commissioner shall cause an ex-
amination to be made of the application and the alleged
new invention; and if on such examination it appears
that the applicant ig entitled to a patent under the law,
the Commissioner ghall issue a patent therefor.

The main conditions precedent to the grant
of a patent to an applicant are set forth in
35 U.S.C. 101, 102, 103.

35 U.8.C. 101. Inventions patentable. Whoever in-
vents or discovers any new and useful process, machine,
manufacture, or composition of matter, or any new and
useful improvement thereof, may obtain a patent there-
for, subject to the conditions and requirements of this
title.

385 U.8.C. 100. Definitions. When used in this title
unless the context otherwise indicates—

(a) The term “invention” means Iinvention or
discovery.

{b) The term “process” means process, art or method,
and includes a new use of a known procegs, machine,
manufacture, composition of matter, or material.

(¢) The terms “United States” and “this country”
mean the United States of America, {ts territories and
posgessions,

(4} The word “patentee” includes not only the
patentee to whom the patent was issued but also the
auccessors in title to the patentee,

702.01

‘®

tes of the Application

~When a new application is assigned in the
examining group, the examiner should review
the contents of the application to determine if
the application meets the: requirements of 35
U.S.C. 111. Any matters affecting the filing date
of the application, such as lack of an original
signature or lack of claims should be checked
before the application is placed in the storage
racks to await the first action. ,

- The examiner should be careful to see that
the application meets all the requisites set
forth in chapter 600 both as to formal matters
and as to'the completeness and clarity of the
disclosure. + If all ‘of ‘the requisites are not
met; applicant may be called upon for neces-
sary 'amendments.  Such amendments, how-
ever, must not include new matter.

702.01 Obviously Informal Cases
- [R43] |

When an application is reached for its first
action and it is then discovered to be imprac-
tical to give a complete action on the merits
because of an informal or insufficient disclosure,
the following procedure may be followed:

(1) A reasonable search should be made of the
invention so far as it can be understood from the
disclosure, objects of invention and claims and
any apparently pertinent art cited ;

(2) Informalities noted by the Application
Division and deficiencies in the drawing should
be pointed out by means of attachments to the
examiner’s letter (see § 707.07(a)),

(3) A requirement should be made that the
specification be revised to conform to idiomatic
English and United States practice;

(4) The claims should be rejected as failin
to define the invention in the manner require
by 35 U.S.C. 112 if they are informal. A blanket
rejection is usually sufficient.

The examiner should not attempt to point
out the specific points of informality in the
specification and claims. The burden is on the
applicant to revise the application to_ render
it 1n proper form for a complete examination.

Tt is obviously to applicant’s advantage to fiZe
the application with an adequate disclosure and
with claims which conform to the U.S. Patent
and Trademark Office usages and requirements.
This should be done whenever possible, If, how-
ever, due to the pressure of a Convention dead-
line or other reasons, this is not possible, appli-
cants are urged to submit promptly, preferably
within three months after filing, a preliminary
amendment which corrects the obvious infor-
malities. The informalities should be corrected
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-  derstood and the ¢ ti; ned
are in proper form, particularly as to depend-

ency, and otherwise clearly define the invention.

“New matter” must be excluded from these
amendments since preliminary amendments do:

not enjoy original disclosure status, § 608.04(b).
- ‘Whenever, upon examination, it 1s found that
the terms.or phrases of modes of characteriza-
tion used to describe the invention are not
sufficiently consonant with the art to which the
invention pertains, or with which it is most.
nearly connected, to enable the -examiner to
make the examination specified in rule 104, the
examiner should make a reasonable search of
the invention so far as it can be understood from
the disclosure. The action of the examiner
may be limited to a citation of what apé)ears to
be the most pertinent prior art found and a
request that applicant correlate the terminology
of his specification with art-accepted termi-
nology before further action is made. ., </
A suitable form for this action is as follows:
“A preliminary examination of this appli-
cation indicates that the following terminol-
ogy (or properties or units of test data, etc.)
. which appear(s) at page(s) . . . of the
specification is (are) so 5

ifferent from those
generally accepted 1n the art to which this
invention pertains that it is difficult or impos-
sible to make a reliable search.

Applicant is therefore requested to provide
a sufficient elucidation of these terms (or
properties or test data) or correlation thereof
with art-accepted terminology so that a
proper comparison with the prior art can
be made.

A SHORTENED STATUTORY PE-
RIOD FOR RESPONSE TO THIS AC-
TION IS SET TO EXPIRE 30 DAYS
FROM THE DATE OF THIS LETTER.”
For the procedure to be followed when only

the drawing is informal, see §§ 608.02(a) and
608.02(b).
703

“General Information Concerning
Patents” [R-25]

The pamphlet “General Information Con-
cerning Patents” may be sent to an applicant
handling his own case when the examiner
deems it advisable.

704 Search [R-25]

After reading the specification and claims,
the examiner searches the prior art.

The subject of searching is more fully
treated in chapter 900. See §§ 904 through

Rev, 43, Jan. 1975

However, informal cases, or those which can

would be thoroughly
arch  is undertaken.

only be imperfectly understood when' they

come up for action in their regular turn are

also given ‘a search, in order to avoid piece-
meal prosecution. o
'Previous ExXAMINER'S SEARCH

When an examiner is assigned to act on an
application which has received one or more ac-
tions by some other examiner, full faith and
credit should be given to the search and action
of the previous examiner unless there is a clear
error in the previous action or knowledge of
other prior art. In general the second exam-
iner should not take. an -entirely -new - ap-
proach to the case or attempt to reorient the
point of view of the previous examiner, or
make a new search in the mere hope of finding
something.: See § 717.05...~ . . . . =

705 Patentability Repoﬁé n‘[R—25]

Where an application, properly assigned to
one examining group, is found to contain one
or more claims per se classifiable in one or more
other groups, which claims are not divisible
inter se or from the claims which govern classi-
fication of the application in the first group, the
application may be referred to the other group
or groups concerned for a report as to the pat-
entability of certain designated claims. This
rei;)ort will be known as a Patentability Report
(P.R.) and will be signed by the primary ex-
aminer in the reporting group.

The report, if legibly written, need not be
typed.

Note that the Patentability Report practice
is suspended, except in extraordinary circum-
stances. See § 705.01(e).

705.01 Instructions re Patentability
Reports [R-25]

When an application comes up for any ac-
tion and the primary examiners involved
agree that a Patentability Report is necessary,
the application will be forwarded to the proper
gronp with a memorandum attached, for in-
stance, “For Patentability Report from group

as to claims — ”

705.01(a) Nature of P.R., Its Use and
Disposal [R-25]

The primary examiner in the group from
which the Patentability Report is requested, if




 EXAMINATION OF APPLICATIONS

he approves the request, will direct the prepa-
ration of the Patentability Report. This Pat-
entability Report will be written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
action on all claims involved. The field of
search covered should be endorsed on the file
wrapper by the examiner making the report.
When an examiner to whom a case has been
forwarded for a Patentability Report is of the

1705.01(a)

opinion that final action is in order as to the
- referred claims, he should so state.

The Pat-
entability Report when signed by the primary
examiner in the reporting group will be re-
turned to the group to which the application is
regularly assigned.

The examiner preparing the Patentability
Report will be entitled to receive an explana-
tion of the disclosure from the examiner to
whom the case is assigned to avoid duplication
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f the opinion that

be referred to.a patent classifier for decision.
.If the . primary examiner  in the group
having jurisdiction of the case agrees with the
Patentability Report, he should incorporate the
substance thereof in- his action, which- action
will ‘be complete as to all claims.. The Pat-
entability - Report 'in-such a :case will -not -be
given a paper number but will be allowed to
remain in the file until the case is:finally dis-
posed of by allowance or abandonment,: at
which time it should be removed.c v oo

_ D1saGREEMENT ON PATENTABILITY REPORT
. If the primary examiner. does not agree
with the Patentability Report or any: portion
thereof, he may consult with the primary ex-
aminer responsible for the report.  If agree-
ment as to the resulting action cannot be
reached, the primary examiner having juris-
diction of the case need not rely on the Pat-
entability Report but may make his own action
on the referred claims, in which case the Pat-
entability Report should be removed from the

file,
Arpear. TAREN

When an appeal is taken from the rejection
of claims, all of which are examinable in the
group preparing a Patentability Report, and
the application is otherwise allowable, formal
transfer of the case to said group should be
made for the purpose of appeal only. The
receiving group will take jurisdiction of the
application and prepare the examiner’s
answer. At the time of allowance, the applica-
tion may be sent to issue by said group with its
classification determined by the controlling
claims remaining in the case.

705.01(b) Sequence of Examination
[R-31]

In the event that the supervisory primary
examiners concerned in a P.R. case cannot
agree as to the order of examination by their
ﬁrcmps, the supervisory primary examiner

aving jurisdiction of the case will direct that
a complete search be made of the art relevant to
his claims prior to referring the case to another
group for report. The group to which the case
is referred will be advised of the results of this
search.

«The forwarding of the application for a Pat-
entability -Report is not to be treated as a
transfer | by -the forwarding group. When
the P.R. is completed and tﬁe application is
ready for return to the forwarding group,
it is not counted either as a receipt or action
by transfer. . Credit, however, is given for the
time spent::See § 1705. . ' o e

A box is provided on each file wrapper
headed “P.R. Group --_--."and the number of
the ,%roup -making the P.R. is -entered in
pencil. o]

. The date status-of the application’ in' the
reporting  group: will be determined ‘on the
basis..of -the dates in the group of original
jurisdiction.  To insure orderly progress in the
reported dates. a:timely reminder should be
furnished to the group making the P.R.

705.01(d)

Dﬁj):li‘caie Prints of 'Draw-
ings  [R-23]

In Patentability Report cases having draw-
ings, the examiner to whom the case is as-
signed will furnish to the group to which the
case is referred, prints of such sheets of the
drawings as are a{:plicable, for interference
search purposes. That this has been done may
be indicated by a pencil notaticn on the file
wrapper.

en a case that has had Patentability Re-
port prosecution is passed for issue or becomes
abandoned. NOTIFICATION of this fact will
AT ONCE be given by the group having
jurisdiction of the case to each group that
submitted a P.R. The examiner of each such
reporting group will note the date of allow-
ance or abandonment on his duplicate set of
prints. At such time as these prints become
of no value to the reporting group, they may
be destroyed.

705.01(e) Limitation as to Use [R-
31]

The ahove outlined Patentability Report
practice is not obligatory and should be re-
sorted to only where it will save total examiner
time or result in improved qunlity of action
due to specialized knowledge. A saving of to-
tal examiner time that is required to give a
complete examinsation of an application is of
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al; indivisible: inventic
some instances either less time quil )
examination, or the results are of better qual
i ecialists: on: each character of
eat | aims directed to
their specialty. However, in many instances a
single examiner can give a complete ‘examina-
tion: of ‘as:good quality on all claims, and’'in
less total examiner time than would be con-
sumed by the use of ‘the Patentability Report
practice, o ciovoion il o ot son e
‘Where claims are directed to the same char-
acter ‘of ‘invention-but differ  in scope only,
prosecution by Patentability Report is never

Ppre AT ST T G
- Exemplary situations where Patentabllltiy

Reports are ordinarily not proper are as fo

lows: & :
-+ (1). Where the claims are related as 2 manu-
facturing process and a product defined by the
process' of manufacture. The examiner having
jurisdiction ‘of the: process can usunally give a
complete; adequate examination: in’ less total
examiner time than would be consumed by the
use of a Patentability Report.

- .-(2)  Where: the ‘claims are related.as a prod-
uct and a process which involves merely the
fact that a product having certain characteris-
tics is ‘made. The examiner having jurisdic-
tion of the product can usually make a com-
plete and acrequate examination.

(3) Where the claims are related as a com-
bination distinguished solely by the charac-
teristics of a subcombination and such sub-
combination per se. The examiner having
jurisdiction ofpthe subcombination can usually
make a complete and adequate examination.

Then there are situations where the examiner
seeking the report ‘is sufficiently qualified to
search the art himself.

Where it can be shown that a Patentability
Report will save total examiner time, one is
permitted with the approval of the group di-
rector of the group to which the application is
assigned. The “Approved” stamp should be im-
%mssed on the memorandum requesting the

.R.

705.01(f) Interviews With Applicants
[R-23]

In situations where an interview is held on
an application in which a Patentability Report
has been adopted, the reporting group may be
called on for assistance at the interview when
it coneerns elaims treated by theni., See §§ 713 to
713.10 regarding interviews in general,

Rev. 40, July 1976

ugh this part of the Manual explains
the procedure in rejecting claims, the examiner
should never overlook the importance ‘of his
role in allowing claims which properly define
the invention, = 0 o e ]
© /37 CFR 1.106. Rejection of claims, (a) If the inven-
tion “is mot ' ‘considered patentable, ‘or not’ considered
tentable as claimed, the claims, or those considered
unpatentable will be rejected. i1 s
“{b)’ In' rejecting ‘clalms for want of navelty or for
cbviousness, ‘the ‘examiner must cite ‘the’ best’ ref:
erences at his. command. ' When a reference is complex
ot shows or describes inventions other:than that claimed
by the applicant, the particular part relied on must be
designated: as nearly as practicabie. ‘The pertinence
of each'reference; if not apparent; must be clearly-ex:
plained and each rejected claim: specified.: ' -

Patent examiners carry the responsibility of
making sure that the standard of patentability
enunciated by the ‘Supreme Court and by the
Congress is applied ‘in each and every case.
The Supreme Court in’' Graham v. John Deere,
148 USPQ 459 (decided February 21, 1966),
stated that, I ‘

. “Under § 103, the scope and content of

the prior art are to be determined ; differ-
ences between the prior art and the claims
at issue are to be ascertained ; and the level

- of ordinary skill in the pertinent art re-

solved. Against this background, the ob-
viousness or nonobviousness of the subject
matter is determined. Such secondary
considerations as commercial success, long
felt but unsolved needs, failure of others,
etc., might be utilized to give light to
the circumstances surrounding the origin
of the subject matter sought to be pat-
ented. As indicia of obviousness or non-
obviousness, these inquiries may have
relevancy. . . . ,

“This is not to say, however, that there
will not be difficulties in applying the non-
obviousness test. What is obvious is not a
question upon which there is likely to be
uniformity of thought in every given fac-
tual context. The difficulties, however, are
comparable to those encountered daily by
the courts in such frames of reference as
negligence and scienter, and should be
amenable to a case-by-case development.
We believe that strict observance of the re-
quirements laid down here will result in
that uniformity and definitiveness which
Congress called for in the 1952 Act.

“While we have focised attention on the
appropriate standard to be applied by the
courts, it must be remembered that the pri-




L

- often exercised by examiners in-their use
- of ' the concept of ‘“invention.” In this
- connection we note that the Patent Office is
confronted with a 'most difieult task. ... .
This is itself a compelling reason for the
Commissioner to strictly 'aghere to the 1952
Act as interpreted here. This would, we
. believe, not only expedite disposition but
.. bring about a closer concurrence between
... administrative and judicial precedent.”
_Accordingly, an application covering an in-
vention of doubtful patentability should not be
allowed, unless and until issues: pertinent to
such .doubt have been raised and overcome in
the course of examination and prosecution, since
otherwise the resultant patent would not justify
the statutory presumption of wvalidity (85
U.S.C. 282), nor would it “strictly adhere” to
the requirements laid down by Congress in the
1952 Act as interpreted by the Supreme Court.
Office policy has consistently been to follow
Graham v. John Deere Co. in the consideration
and determination of obviousness under 35
U.S.C. 103. As quoted above, the three factnal
inquiries enunciated therein as a background
for determining obviousness are briefly as
follows:

1. Determination of the steps and contents of

the prior art.

2. Ascertaining the differences between the

prior art and the claims in issue; and

3. Resolving the level of ordinary skill in the

pertinent art. )

The Supreme Court reaffirmed and relied
upon the Graham three pronged test in its con-
sideration and determination of obviousness in
the fact situations presented in both the Sak-
raida v. Ag Pro, 189 USPQ 449 (decided April
20, 1976) and Anderson’s-Black Rock, Inc. v.
Pavement Salvage Co., 163 USPQ 673 (decided
December 8, 1969) decisions. In each case, the
Court went on to discuss whether the claimed
combinations produced a “new or different
funetion” and a “synergistie result”, but clearly
decided whether the claimed inventions were
unobvious on the basis of the three-way test in
Graham. Nowhere in its decisions in those cases
does the Court state that the “new or different
function” and “synergistic result” tests super-
sede a finding of unobviousness or obviousness
under the Graham test.

FEGaiYy £ 4 Th s ¥

stringent, as it was in Black Rock. = = o
- The standards of patentability applied in the

66.1

aIme. mi uld
enﬁ'ibiﬁfﬂy der 35 U.S.C. 103 se
m. It should be noted that the Supreme

~ Court’s application of the Graham test to the
fact circumstances in Ag Pro was somewhat

examination of: claims must be the same
throughout the Office. ' In every art, whether it
be considered ‘“complex,” “newly developed,”
“crowded,” or “competitive,” all of the require-
ments for patentability (e.g., novelty, useful-
ness and unobviousness, as provided in 35 U.S.C.
101, 102, and 103) must be met before a claim is
allowed. The mere fact that a claim recites in
detail all of the features of an invention (i.e., is
a “picture” claim) is never, in itself, justifica-
tion for the allowance of such a claim.
‘When an application - discloses ' patentable
subject ‘matter and it is apparent from' the
claims and the applicant’s arguments that the
claims are intended to be directed ‘to such pat-
entable subject matter, but the claims in ‘their
present form cannot be allowed because of de-
fects in form or ‘omission of ‘a limitation, the
examiner should not stop with a bare objec-
tion or rejection of the claims. The exam-
iner’s action should be constructive in nature
and when possible he should offer a definite
suggestion for correction. '

If the examiner is satisfied after the search
has been completed that patentable subject
matter has been disclosed and the record indi-
cates that the applicant intends to claim such
subject matter, he may note in the Office action
that certain aspects or features of the patenta-
ble invention have not been claimed and that
if properly claimed such claims may be given
favorable consideration.

37 CFR 1.112. Reeramination and reconsideration.
After response by applicant (section 1.111) the applica-
tion will be reexamined and reconsidered, and the ap-
plicant will be notified if claims are rejected, or ob-
jections or requirements made, in the same manner as
after the first examination. Applicant may respond to
such Office action, in the same manner provided in sec-
tion 1,111 with or without amendment, but any amend-
ments after the second Office action must ordinarily be
restricted to the rejection or to the objections or re-
qulrements made, and the application will be again con-
sidered, and so on repeatedly, unleds the examiner has
indicated that the action is final,

Contrasted With Objection
[R-23]
The refusal to grant claims because the sub-

ject matter as claimed is considered unpatenta-
ble is called a “rejection.” The term “rejected”

706.01
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nguished from its substance
“objection” is made. The practical difference
between a rejection and an objection is that a
- rejection, involving the merits of the claim, is
subject to review by the Board of Appeals,
while an objection, if persisted in, may ‘be
reviewed only by way of petition to the Com-
missioniers v Tkdiguan benlignek a0
‘An example of a2 matter of form as to which
objection is made is dependency of a clnimon a
rejected claim, if the dependent elaim is other-
wise allowable. See §608.01{n). :

706.0 1 ,,'/',Reject‘ion ‘on Prior Art k‘ [R—

/85 U.B.C. 102..Conditions - for patentability ; novelty

and loss of right to patent. A person shall be entitled
to a patent unless— - e w Cin e

(a) . the invention ‘was knows .or msed by -others

in this .eountry, or: patented or described in:a

.printed -publication in: this ‘or a- foreign country,

before the invention thereof by the -applicant for

patent, or . s : :
{b) the invention was patented or described in a
printed . publication in this or .2 foreign country or
in public use or on sale in thiz country, more than
one year prior to the date of the application for
patent in-the United States, or
(c) he has abandoned the imvention, or
(d) the invention was first patented or caused
to be patented, or was the subject of an inventor’s
certificate, by the applicant or his legal representatives
or agsigns in a foreign country pricr to the date of the
application for patent in this country on an application
for patent or inventor's certificate filed more than
twelve months before the filing of the application in
the United States, or
(e} the invention was described in a patent
granted on an application for patent by another
filed in the United States before the invention
thereof by the applicant for patent, or
(f) he did not himself invent the subject matter
sought to be patented, or
(g) before the applicant’s invention thereof the
invention was made in this country by another
who had not abandoned, suppressed, or concealed
it. In determining priority of invention there ghall
be considered not only the respective dates of
conception and reduction to practice of the inven-
tlon, but also the reasonable diligence of one who
was first to concelve and last to reduce to practice,
from a time prior to conception by the other.

35 UAL.C., 108. Conditions for patentability, non-
obvious subject matter. A patent may not be obtained
though the invention is not identically disclosed or
described as get forth in section 102 of this title, if
the differences between the subject matter sought to

Rev. 49, July 1976

by the manner in which: the invention was made.
* By far the most frequent ground of rejection
is on the ground of unpatentability in view of
the prior art, that is, that' the claimeéd matter
is either not novel under 35 U.S.C. 102, or else
it is obvious under 35 U.S.C. 103.  The lan-
guage to be used in rejecting claims should be
unequivocal. See' § 707.07(d).”
35 U.S.C. 102 (ANTICcIPATION OR LACK OF
e e " Noverry) o o0

‘The distinction between rejections based on
35 U.S.C. 102 and those based on 35 U.S.C. 103
should be kept in mind. Under the former, the
claim is anticipated by the reference. No ques-
tion ‘of obviousness is present. It may be ad-
visable ‘to ‘identify a particular part of the
reference to support the rejection. If not, the
expression “rejected under 35 U.S.C. 102 as
clearly anticipated by” is appropriate.

‘85 U.S.C. 103 (OBviOoUSNESS)

In contrast, 35 U.S.C. 103 authorizes a rejec-
tion where to meet the claim, it is necessary to
modify a single reference or to combine it with
one or more others. After indicating that the
rejection is under 35 U.S.C. 103, there should
be set forth (1) the difference or differences in
the claim over the applied reference(s), (2) the
proposed modification of the applied refer-
ence(s) necessary to arrive at the claimed sub-
ject matter, and (3) an explanation why such
proposed modification would be obvious.

Prior art rejections should ordinarly be con-
fined strictly to the best available art. Excep-
tions may properl%be made, e.g., (1) where the
propriety of a 35 U.S.C. 102 rejection depends
on a particular interpretation of a claim; (2)
where a claim is met only in terms by a refer-
ence which does not disclose the inventive con-
cept involved ; or (3) where the most pertinent
reference seems likely to be antedated by a rule
131 (37 CFR 1.131? affidavit or declaration.
Such rejections should be backed up by the best
other art rejections available. Merely cumula-
tive rejections; i.e., those which would clearly
fall if the primary rejection were not sustained,
should be avoided.

The Court of Customs and Patent Appeals
has held that expedients which are functionally
equivalent to each other are not necessarily ob-
vious in view of one another. In re Scott, 139
USPQ 297, 51 CCPA 747 (1963) ; In re Flint-
141 USPQ 299, 51 CCPA 1230 (1964).

66.2
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EXAMINATION OF APPLICATIONS

This Court has also held that when a claim is
rejected under 35 U.S.C. 103, a limitation which
is considered to be indefinite cannot be properly
disregarded. If a limitation in a claim is con-
sidered to be indefinite, the claim should be
rejected under 35 U.S.C. 112, second paragraph.
In re Wilson, 165 USPQ 494, 57 CCPA 1029
{1970). Note also In re Steele, 134 USPQ 292,
19 CCPA 1295 (1962). See § 706.03(d).

Where a reference is relied on to support a
rejection, whether or not in a “minor capacity”
that reference should be positively included in
the statement of the rejection. See In re Hoch,
166 USPQ 406, 57 CCPA 1292, footnote 3
(1970).

Where the last day of the year dated from the
date of publication falls on a Saturday, Sun-
day or holiday, the publication is not a statu-
tory bar under 35 U.S.C. 102(b) if the applica-
tion was filed on the next succeeding business

66.3
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day. Ex parte Olah and Kuhn, 131 USPQ 41 -
(Bd.App. 1960). It should also be noted that a
magazine is effective as a printed publication
under 35 U.S.C. 102(b) as of the date it reached
the addressee and not the date it was placed in
the mail. Protein Foundation Ine. v. Brenner,
151 USPQ 561 (D.C.D.C. 1966).

A U.S. patent may be a reference against an
application even though the patent date is af-
ter the filing date of the application, pro-
vided the filing date of the patent is
prior to the filing date of the application.
It is proper to use such a patent as a basic
or an auxiliary reference and such patents
may be used together as basic and auxiliary ref-
erences. This doctrine arose in Alexzander Mil-
burn Co. v. Davis-Bournonville Co., 1926 C.D.
303; 344 O.G. 817; and was enacted into law
by 35 U.S.C. 102(e). It was held appli-
cable to rejections under 35 U.S.C. 103 by the
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March 30, 1970. Thls law allows the pphc'mt
to claim an earlier filing date if delay i filing
was caused by the St

dates were printe
the actual filing dates whoncvel it
However, patents issued with earlier im,:, z dates
clmmed under Public Law 92-34 are effective
as prior art under 35 U.S.C. 102(e} only as of
their actual filing dates and not as, of such
claimed earlier ﬁhng dates. The details of the
procedure to chlm the earlier date appeared at
889 O0.G. 1064, :

_ For the )mpex way to cite a patilnt issued
after the ﬁ}mg of the npphcatwn in which it
is being cited, see § T07. Oo(e) , ~

706 O2(a) Establlshmg "Well Known
- Prior Art [R——34]

Things believed to be known to those =k111ed‘

in the art are often asserted by the examiner
to be “well known” or “matters of common
knowledge”. If justified, the examiner should
not be obliged to spend time to produce docu-
mentary  proof. If the knowledge is of such
notorious character that judicial notice can be
taken, it is sufficient so to state. In re Mal-
colm, 1942 'C.D. 589; 543 O.G. 440. If the ap-
plicant traverses such an assertion the exam-
iner should cite a reference in support of his
position.

Failure of the applicant to seasonably chal-
Ienge such assertions establishes them as ad-
mitted prior art. See In re Gunther, 1942 C.D.
332; 538 O.G. T44; In re Chevenard. 1944 C.D.
141; 500 O.G. 196. This applies also to asser-
tions of the Board. In re Selmi. 1946 C.D.
525; 591 O.G. 160; In re Fischer, 1942 C.D.
295; 538 O.G. 503.

For further views on judicial notice, zee In re

Ahlert, 57 CCPA 1023, 165 USPQ 412 (1970)
(assertions of technieal facts in aveas of estoteric
technology must always he supported by citation
of some reference wor k) : In re Boon, 58 CCPA
1035, 169 TSP 231 (1971) (a chal Henge to the
taking of judicial notice must contain xde»qn tte
information or argument to create on its face a
reasonable doubt regarding the cireumstances
justifying the judicial notice) : and In re Barr,
58 CCPA 1389, 1To T'SPQ 330 (1071 (involved
references held not a suflicient basis for taking
judieial  notice  that  involved  controverted
phrases are art-recognized).

67

y:object of the examination of an
a )phmtlon 18 to determine whether or not:the
claims define a. patentable advance over the
prior art. This consideration should not-be
relegated to a secondary position while undue
emplnslg 1s given to non-prior art or “technical”
rejections. TEffort in examining should be con-
centrated on truly essential matters, minimizing
or elummtmg effort -on technical ‘rejections
which are not really critical. Where a major
technical rejection is proper (e.g.,lack of proper
disclosure, undue breadth, utility, etc.) such re-
jection should be stated with a full development
of the reasons ratherithan by/a mere concllusxon
coupled with some stereoty ped expression.
Rejections not based on prior art are ex-
plained in §§ 706.03(a) to 706.03(z). IF THE
ITALICIZED LANGUAGE IN' THESE
SECTIONS IS INCORPORATED IN THE
REJECTION, THERE WILL BE LESS
CHANCE OF A MISUNDERSTANDING
AS TO THE GROUNDS OF REJECTION.

706.03(a) Nonstatutory Subject Mat-
ter [R-34]

Patents are not granted for all new and use-
ful inventions and discoveries. The subject
matter of the invention or discovery must come
within the boundaries set forth by 35 U.S.C.
101, w]uch permits patents to be granted only
for ¢ ‘any new and useful process, machine,
manufacture, or comp051t10n of matter, or any
new and useful improvement thereof.

The term “process” as defined in 35 U.S.C.
100, means process, art or method, and includes
a new use of a known process, m achme,
facture, composition of matter, or material.

Decisions have determined the limits of the
statutory classes, Examples of subject matter
not patentable under the Statute follow:

PrinTED MATTER

For example, a mere qrranqemont of prmted
matter, though seemingly a “manufacture,” is
rejected as “not 7)()777(7 within the statutoru
classes. See In re Miller, 164 USPQ 46, 5
CCPA 809 (1969) : Ex parte Gwinn, 11: 21 \I’O
439 (Bd. App. 1955); and In re Jones, 153
USPQ 77, 51 CCPA 1218 (1967).

NarorarLy Occurring ArTicLe

Similarly, a thing occurring in nnfuw which
is substantially mmllmv(l s not a mnnuf'm
ture.” A u]mmp with the head and digestive

fract removed is an example. Ex parte Gmy-
son, 51 USPQ 413.

Rev. 34, Oct. 1072
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_process or method, a

Mzrr0p or Dorse Busnvess
Though seemingly ‘

téygory, of

can be rejected as not being within the statutory
classes. See Hotel Security. Checking Co. v.

Lorraine Co., 160 Fed. 467 and In re Wait, 24

USPQ 88, 22 CCPA 822 (1934).

A scientific principle, divorced from any

tangible structure, can be rejected ‘as not

within the statutory classes. O’Reilly v. Morse,

15 Howard 62. EE o
‘This 'subject matter is further limited by the

Atomic Energy Act explained in § 706.03 (b).

706.03(b) Barred by Atomic Energy
A li,@it&?om on what can be patented is im-

nsed by the Atomic Energy Act of 1954, Sec-
tion 151(a) (42 U.S.C. 2181a) thereof reads in
partasfollows: =~~~

'No patent shall hereafter be granted for any inven-
tion or discovery which is usefal solely in the utiliza-
tion of special nuclear material or atomic energy in
an atomic weapon. S

The terms “atomic erergy” and “special
nuclear material” are defined in Section 11 of
the Act (42 U.S.C. 2014).

Sections 151(c) and 151(d) (42 U.S.C.
2181c and d) set up categories of pending appli-
cations relating to atomic energy that must be
brought to the attention of the Energy Research
and Development Administration. Under 37
CFR 1.14(c), applications for patents which
disclose or which appear to disclose, or which
purport to disclose, inventions or discoveries
relating to atomic energy are reported to the
Energy Research and Development Adminis-
tration and the Administration will be given
access to such applications, but such reporting
does not constitute a determination that the
subject matter of each application so reported
is in fact useful or an invention or discovery or
that such application in fact discloses subject
matter in categories specified by the Atomic
Energy Act.

All applications received in the Patent and
Trademark Office are sent to Licensing and
Review for screening by Group 220 personnel,
under 37 CFR 1.14(¢), in order for the Com-
missioner to fulfill his responsibilities under
section 151(d) (42 U.S.C. 21%1d) of the Atomic
Energy Act. Papers subsequently added must
he inspected promptly by the examiner when
received to determine whether the application
has been amended to relate to atomic energy
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\ andthose ] :
a  Warded to Licensing and Review.

ing business

o related must be promptly for-

- All rejections based upon sections 151 (a)

(42 U.S.C. 2181a), 152 (42 U.S.C. 2182), and

155 (42 U.S.C. 2185) of the Atomic Ener
Act must be made only by Group 220 personnel.

706.03(c) Funetional [R-34]

See Ex parte Ball et al., 1958 C.D. 4; 675
O.G. 5: In re ‘Arbeit et al., 1953 C.D. 409;
677 O.G. 843 and Ex parte Stanley, 121 USPQ
e2r. - — , ,
~ 85 U.8.C. 112. Specification. The specification shall
contain a written description of the invention,
and of ‘the manner and process of making
and using it, in such full, clear, concise, and
exact terms as to enable any person skilled in the art
to which it pertains, or with which it 1s most nearly
connected, to make and use the same, and shall set
forth the best mode contemplated by the inventor of
carrying out his'invention.. ' .. TS PPL T

The specification’ shall conclude: with one or more
claims particularly pointing out and distinctly claim-
ing the subject matter which the applicant regards as
his invention, A claim may be written in independent
or dependent form, and if:in dependent form, it shall
be construed to include all the limitations of the claim
incorporated by reference into the dependent c¢laim.

An element in a claim for a combination may be
expressed as a means or step for performing a specified
function without the recital of structure, material, or
acts in support thereof, and such claim shall be con-
strued to cover the corresponding structure, material,
or acts deseribed in the specification and equivalents
thereof.

Paragraph 3 of 35 U.S.C. 112 has the effect
of prohibiting the rejection of a claim for a
combination of elements (or steps) on
the ground that the claim distinguishes
from the prior art solely in an element
(or step) defined as a “means” (or
“step”) coupled. with a statement of
function. However this provision of para-
graph 3 must always be considered as subordi-
nate to the provision of paragraph 2 that the
claim particularly point out and distinctly
claim the subject matter. If a claim be found
to contain language approved by paragraph 3
such claim should always be tested additionally
for compliance with paragraph 2 and if it fails
to comply with the requirements of paragraph
2, the elaim should be so rejected and the rea-
sons fully stated.

Paragraph 3 of 35 U.S.C. 112 makes no
change in the established practice of rejecting
clnims as functional in situations such as the

following:




A _this character
foun Inr ller, 1929 C.D. 172; 88
279. The claim reads: i
A woolen cloth having a tendency
rough rather than smooth.

2. A claim which recites only a single mean
and thus encompasses all possible means for
performing a desired function. For an ex-
ample, see the following claim in Ex parte
Buﬁd;ck, 1907 C.D. 93; 127 O.G. 1580:
: class described, means for

i from one

a deyice of

[ote the following cases:
1. In re Hutchinson, 69 oy
CCPA 879 (1946), the terms “ada
~use in” and “ad e adhered
held not to ¢ imitati

; [imitatio ‘any
patentable sense. o
" 2, In re Mason, 114 USPQ 127, 44 CCPA
937 (1957), the functional “whereby” state-
ment was held not to define any structure and
accordingly could not serve to distinguish.

3. In re Boller, 141 USPQ 740, 51 CCPA
1484 (1964), the term “volatile neutralizing
agent” was held to be patentably effective
and commensurate with the breadth of the
disclosed invention.

4. In re Land and Rogers, 151 USPQ 621
(1966), the expression “adapted to be ren-
dered diffusible in said liquid composition
only after at least substantial development”
was given weight.

5. In re Halleck, 164 USPQ 647, 57 CCPA
954 (1970}, the term “an effective amount”
was held not objectionable.

6. In re Swinehart and Sfiligoj, 169 USPQ
226 (1971}, held that the meaning of “trans-
parent to infra-red rays” is sufficiently clear.

7. In re Barr et al., 170 USPQ 330, 58
CCPA 1388 (1971), held that the expression
“incapable of forming a dye with said oxi-
dized developing agent,” set forth definite
boundaries. [R-40]

706.03(d) Vague and Indefinite
34]

When the examiner is satisfied that patenta-
ble novelty is disclosed and it is apparent to
the examiner that the claims are directed to
siuch patentable subject matter, he should al-
low claims which define the patentable novelty
with a rensonable degree of particularity and
distinctness. Some latitude in the manner of

[R-

essari ; je the ground that
the claim is vague and indefinite or incom-

ingless is sufficient, The examiner’s action

plete. In non-chemical cases, a claim may, in
general, be drawn as broadly as permitted by
the prior art. o0 vl aT e

. The rejection of a claim as indefinite would
appear to present no difficulties. On occasion,
however, a great deal of effort is required to
explain just what is wrong with the claim,
when writing the examiner’s letter. Although
cooperation with: the attorney. is to.be com-
mended, undue time should not be spent trying
to guess the attorney was trying to say in
the claim. Sometimes, a rejection as indefinite
plus the statement that a certain line is mean-

should

nstructive in nature and when pos-
sible

ould offer a definite suggestion for

‘correction. ...

- The mere inclusion of reference numerals in
a claim otherwise allowable is not a ground
for rejection. But see Ex parte Osborne, 1900
C.D. 137; 92 O.G. 1797. ' ;

Alternative expressions such as “brake or
locking device” may make a claim indefinite if
the limitation covers two different elements.
If two equivalent parts are referred to such as
“rods or bars”, the alternative expression may
be considered proper.

The inclusion of a negative limitation shall
not, in itself, be considered a sufficient basis
for objection to or rejection of a claim. How-
ever, 1f such a limitation renders the claim
undunly broad or indefinite or otherwise results
in a failure to point out the invention in the
manner contemplated by 35 U.S.C. 112, an ap-
pmpriate rejection should be made.

(zenerally speaking, the inclusion of (1) nega-

tive limitations and (2) alternative expressions,

provided that the alternatively expressed ele-
ments are hasically equivalents for the purpose
of the invention, are permitted if no uncertainty
or ambiguity with respect to the question of
scope or breadth of the claim is presented.

The examiner has the responsibility to make
sure the wording of the claims is sufficiently
definite to reasonably determine the scope. Tt 1s
applicant’s responsibility to select proper word-
ing of the claim, except to the extent that the
selection of words makes the claims indefinite.
Under no circumstances shonld a claim be re-
jected merely beeause the examiner prefers a
different choice of wording.

Still another way in which a claim can be in-
definite is where 0 non sequitur occurs. For
example, a claim is inferential and therefore
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~ also affords'a g
Xf a “lever” is set fo
“said aluminum lever’

 rejected as indefinite,

“Rejections for indefiniteness were affirmed in
In re Cohn, 169 USPQ 95 (CCPA 1971); In
re Hammack;#166 USPQ:209 -(CCPA 1970) ;
and Inre Collier 158 TTSPQ 266 (CCPA 1968).
- Rejections for indefiniteness were reversed in
In re Castaing. 166 USPQ 350 ( CCPA 1970);
In re Fisher, 166 USPQ 18 (CCPA. 1970) :and
In re Wakefield, 164 USPQ 636 (CCPA 1970).

706.03(e)  Product by Process [R-
SR R
" An article may be claimed by a process of
‘making it provided it is definite. In re Moeller,
1941 C.D. 316: 48 USPQ 542: 28 CCPA 932;
In re Luck, 177 USPQ 523 (CCPA 1973); In
re Steppan, 156 USPQ 143 (CCPA 1967) : and
In re Pilkington, 162 USPQ 145 (CCPA 1969).
“When the prior art discloses a product which
reasonably appears to be either identical with
or only slightly different than a produet claimed
in a product-by-process claim, a rejection based
alternatively on either section 102 or 103 of the
statute is appropriate. s a practical matter, the
Patent and Trademark Office is not equipped to
mannfacture products by the myriad of proc-
esses put before it and then obtain prior art
products and make physical comparisons there-
with. A lesser burden of proof is required to
make out a case of prima facie obviousness for
product-by-process claims hecause of their
peculiar nature than when a product is claimed
i the eonventional fashion. In re Brown, 59
CCPA 1036,173 USPQ 685 (1972) ; In re Fess-

mann, 180 USPQ 324 (CCPA 1974).

TWhere an applicant’s product is incapable of
description by product claims which are of dif-
ferent scope, he is entitled to product-by-process
claims that recite his novel process of manufac-
ture as a hedge against the possibility that his
broader product claims may be invalidated. In
re Hughes, 182 TUSPQ 106 (CCPA 1974).

The fact that it is necessary for an applicant
to describe his product in product-by-process
terms does not prevent him from presenting
elaims of varying scope, Ex parte Pantzer and
Feier, 176 USPQ 141 (Board of Appeals. 1972).

706.03 (f) [R-27]

A claim can be rejected as incomplete if it
omits essentia]l elements, steps or necessary

Incomplete

Rev. 48, Apr. 1976

s recited, the claim is

ative relationship: of elements,
n amounting to a gap between the
‘steps ‘or necessary structural connec-
Greater latitude is permissible with re-

_ spect to the definition in a claim of matters not

eessential to novelty or operability than with
respect to matters essential thereto. * See also

§706.03(d).

706.03(s) Prolix

~ Claims are rejected as proliz when they con-
tain long recitatiohs of unimportant details
which hide or obscure the invention. Ex parte
Iagan, 1911 C.D.'10; 162 O.G. 538, expresses
the thonght ‘that very long detailed claims set-
ting forth so many elements that invention can-
not possibly reside in the combination should
be rejected as prolix. ‘See also In re Ludwick,
1925 C.D. 806; 339 0.G.393. -~ = = =

706.03(h) Nonstatutory Claim [R-
~ Some a'ppli‘ca't‘ion’s when filed contain an om-
nibus claim such as “A device substantially as

shown and described.”
Such a claim can be rejected as follows:

Claim _____ is rejected for failing to par-
ticularly point out and distinctly claim the
invention as required in 85 U.S.C. 112.

For cancellation of such a claim by examin-
er's amendment, see § 1302.04(b).

706.03 (i) Aggregation [R-34]

Rejections on the ground of aggregation
should be based upon a lack of cooperation be-
tween the elements of the claim. Many deci-
sions and some Jegal writers extend the term
to include old and exhausted combinations
(§706.03(j)). Confusion as to what is meant
can be avoided by treating all claims which in-
clude mere than one element as combinations
(patentable or unpatentable) if there is actual
cooperation hetween the elements, and as ag-
gregations if there is no cooperation.

Ezample of aggregation: A washing ma-
chine associated with a dial telephone.

Example of old combination: An improved
earburetor elaimed in combination with a gaso-
line engine. )

A eclaim is not necessarily aggregative be-
eause the various elements do not function si-
multaneously. A typewriter, for example, is a
good combination. See also In re Worrest, 40
COPA 804, 96 USPQ 381 (1953). Neither 1s a
claim necessarily aggregative merely because




706.03(j) Old Combination [R-34]

-The rejection on the ground of old combina-
tion (synonymous with “exhausted combina-
tion”) requires the citation of a reference, but
is treated here because of its relation to aggre-
gation. The reference (not a combination of
references, of course) is: cited; not to antici-
pate the eclaim, but to anticipate the broad
combination set forth in the claim. Moreover,
the cooperation and result between the ele-
ments in the reference must be the same as it
is in the claim.

A rejection on the ground of old combination
should be made whenever proper. Whether
subcombination claims have been presented or
allowed in the same application, or whether
other grounds for rejection of the combination
claims exist, are not determinative of the pro-
priety of this rejection. The rejection is proper
when a single reference discloses broadly a com-
bination of the same elements functionally co-
operating in substantially the same manner to
produce substantially the same results as that
of the claimed combination, FEz parte Silver-
stein, 125 USPQ 238. The fact that an appli-
cant has improved one element of a combina-
tion which may be per se patentable does not
entitle him to a claim to the improved element
in combination with old elements where the ele-
ments perform no new function in the claimed
combination. In re Hall, 41 CCPA 759.

Example: An improved (specifically recited)
carburetor claimed in combination with a gaso-
line engine. A reference is cited which shows
a carburetor combined with a gasoline engine.
This shows the broad combination to be old.
Both in the reference and in the claimed com-
bination, the cooperation between the carbu-
retor and engine is the same and the end result
is the same. The claimed combination is an
improvement over the prior art only because
of ‘he improved carburetor. The carbnretor
has separate status, since entire subclasses are
devoted to carburetors, claimed as such. A
reference is preferably cited to show the sepa-
rate status and development. (See § 904.01
(d).)

Old eombination rejections ordinarily ave
hazed on 35 U.S.C. 112 (failure to point ont the
inventiony. The rejeetion should make it elear
exactly what the combination is and why it is
thought that any improved element does not

70.1
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tent to Jones which discloses
broadly the.same elements funtionallyinter-
related in the same manner to produce substan-
tially the same results. The combination of
claim 1 differs from that shown in Jones in
setting forth a specific construction of the bat-
tery itself. Since the latter does not modify
the action of the other elements recited in the
claim in any material manner, no new combina-
tion is seen to exist.” In re Hall, 100 USPQ
46: 41 CCPA 759; 208 F.2d 870; 680 O.G.5.”

See also Lincoln Engineering Co., v. Stewart-
Warner Corp., 303 U.S. 545,37 USPQ 1 (1938) ;
In re McCabe, 48 CCPA 881, 129 USPQ 149
(1961) (discussion of claim 13); and particu-
larly In re Bernhart, 57 CCPA 737,163 USPQ
611 (1969).

706.03(k) Duplicate Claims; Double
Patenting [R-27]

Inasmuch as a patent is supposed to be lim-
ited to only one invention or, at most, several
closely related indivisible inventions, limiting
an application to a single claim, or a single
claim to each of the related inventions might
appear to be logical as well as convenient.
However, court decisions have confirmed ap-
plicant’s right to restate (i.e., by plural claim-
ing} his invention in a reasonable number of
wavs. Indeed, a mere difference in scope be-
tween claims has been held to be enough.

Nevertheless, when two claims in an appli-
cation are duplicates, or else are so close in
content that they both cover the same thing,
despite a slight difference in wording, it is
proper after allowing one claim to reject the
other as being a substantial duplicate of the
allowed claim. Also, it is possible to reject
one claim on an allowed claim if thev differ
only bv subject matter old in the art. The lat-
ter ground of rejection is set forth in the fol-
lowing paragraph quoted from Ex parte
Whitelaw, 1915 C.D. 18; 219 O.G. 1237:

“Claim 54 is not patentable over claim 51
and claims 53, 55 and 56 are not patentable
over claim 50 in view of Comstock, No. 590,857,
which shows that it is old to employ an engine-
eaging in tools of this charaeter. The claims
held patentable are considered as fully cover-
ing applieant’s invention. and applicant can-
not be permitted to multiply his claims by
presenting alleged combinaticns which distin-
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| guish from the realzmmtmn only by dmcludmg
art an

no new function.” | .

This rejection (the ex parte Whltelaw doc-
t:rme) is usually not applied if there are anly
a few claims in the application.

~Situations related to that gwen above are as
follows:

Where there is a common assignee for two
or more applications by different inventors, and
the applications contain conﬂxctmg claims, see
§ 804.03.

Dovrre PaTENTING

Where there are conflicting claims in differ-
ent applications of the same inventor, one of
which is assigned, see § 304.

Bev. 48, Apr. 1976 70.2

rform

Where the same. mventor ‘has two or more
apphcatmns for species or for related inven-
tions, see: Chapter 800, particularly §§ 804
804.02,806.04( h) 822 and 822.01 for double pat-
enting rejections of inventions not patentable
over each other.

Apruication Fren Uwnper 35 U.S.C 121

The Commissioner has determined that under
35 1.8.C. 121, the Patent and Trademark Office
cannot reject a divisional application on the
parent patent if the divisional application is
filed as a result of a requirement for restriction
made by the Oflice even though the requirement
for restriction relates to species. In re Joyce,
1958 -C.D. 23 115 USPQ 412. See also In re
Herrick et al., 1958 (‘D 1; 115 USPQ 412




37 CFR 1.75(b). More than ome claim may be pre-
sented, provided they differ substantially ‘from each
other and are not unduly multiplied. 0 o0 o

An unreasonable number of claims; that is
unreasonable in view of the nature and scop
of applicant’s invention and the state of the
art, may afford ‘a basis for a rejection on the
ground of multiplicity. A rejection on this
ground should include all the claims in the case
Inasmuch as it relates to confusion of the issue.

To avoid. the possibility that an application
which has been rejected on the ground of un-
due multiplicity of clai ¥ be appealed to
the Board of Appeals prior to an examination
on the merits of at least some of the claims
presented, the examiner should, at the time of
making the rejection on the ground of multi-
plicity of claims, specify the number of claims
which in his judgment is sufficient to prop-
erly define applicant’s invention and require
the applicant to select certain claims, not to
exceed the number specified, for examination on
the merits. The examiner should be reason-
able in setting the number to afford the appli-
cant some latitude in claiming his invention.

The earlier views of the Court of Customs and
Patent Appeals set forth in In re Chandler, 117
USPQ 361, 45 CCPA 911 (1958) and In re
Chandler, 138 USPQ 138. 50 C'CPA 1422 (1963)
have been somewhat revised by its views in In
re Flint, 162 USPQ 228. 56 CCPA 1300 (1969)
and In re Wakefield, 164 TUSPQ 636, 57 CCPA
959 (1970).

If a rejection on multiplicity is in order the
examiner should make a telephone call explain-
ing that the claims are unduly multiplied and
will be rejected on that ground. Note § 408. He
should request selection of a specified number
of claims for purposes of examination.

If time for consideration is requested arrange-
ments should be made for a second telephone
call, preferably within three working days.

When claims are selected, a formal multi-
plicity rejection is made, including a complete
record of the telephone interview, followed by
an action on the selected claims,

When applicant refuses to comply with the
telephone request, a formal multiplicity rejec-
tion is made. No reference should be made to
the unsuccessful telephone call.

71

laims presented to
hone, or if no
us selection has bogn;ma({:a"to a number
ot exceeding the number specified by the ex-
aminer inthe Office action, thus overcoming the
rejection based upon the ground of multiplicity,
~ 2. In the event of a traverse of said rejection
applicant, besides specifically pointing out the
supposed errors of the multiplicity rejection is
required to confirm his selection previously
made by telephone, or if no previous selection
has been made, select certain claims for purpose
of examination. the number.of which. is. not
greater than the number specified by the
examiner.... oo o R
. If the.rejection on multiplicity is adhered to,
all claims retained will be included in sach
rejection and the selected claims only will be
additionally examined-on  their merits. This
procedure -preserves applicant’s right to have
the rejection on multiplicity reviewed by the
Board of Appeals.

See also § 706.03 (k).
706.03(m) Nonelected Inventions
[R-34]

See §8 821 to 821.03 for treatment of claims
held to be drawn to non-clected inventions.

706.03(n) Correspondence of Claim
and Disclosure [R-48]

37 CFR 1.117 (Rule 117). Amendment and revision
required. The specification, claims and drawing must
be amended and revised when required, to correct in-
accuracies of description and defintion or unneces-
sary prolixity. and to secure correspondence between
the claims, the specification and the drawing.
~ Another category of rejections not based on
the prior art is based upon the relation of the
rejected claim to the disclosure. In chemical
cases, a claim may be so broad as to not be
supported by disclosure, in which case it is
rejected as unwarranted by the disclosure. If
averments in a claim do not correspond to the
averments or disclosure in the specification, a
rejection on the ground of inaccuracy may be
in" order. It must be kept in mind that an
original elaim is part of the disclosure and
might adequately set forth subject matter
which ig completely absent from the specifica-
tion. Applicant is required in such an in-
stance to add the subject matter to the specifi-
cation.  Whenever an objection or rejection is

made based on incomplete disclosure, the ex-
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. _aminer 8 Lu]d,,\;fm
_prosccution calla

When an amendment is filed in response toan
_objection or rejection based on incomplete dis-
closure, a study of the entire application is often
necessary .to, ‘determine whether or not “new
matter” is involved. Apphcant should therefore
specifically point out. the support for any
amendments made to the disclosure. .

If subject matter capable of 1]1ustrat10n is
originally claimed and it is not shown in the
drawing, the claim is not rejected but appli-
cant is required to add it to the drawmg See
§ 608.01(1).

See § 708. 03(z) for re]ectlons on undue
'breadth , : ;

706.03 (o) New Matter [R—29]

35 U.S.C. 182, Notwe of rejection; reevamination.

‘Whenever, on examination, any claim for a patent is
.rejected, or ‘any ‘objection or requirement ‘made, the
Commissioner shall notify:the applicant: thereof, stat-
dng: the reasons for such:rejection; or objection or re-
quirement, together with such information and refer-
ences as may be useful in judging of the propriety of
continuing the prosecution of his application; angd if
after receiving such notice, the applicant persists in his
claim for a patent, with or without amendment, the
application shall be reexamined. No amendment shall
introduce new matter into the disclosure of the
invention.

In amended cases, subject matter not dis-
closed in the original application is sometimes
added and a claim directed thereto. Such a
claim is rejected on the ground that it is drawn
to new matter. New matter includes not only
the addition of wholly unsupported subject

matter, but also, adding specific percentages or
compounds after a broader original disclosure,
or even the omission of a step from a method.
See §§ 608.04 to 608.04(c).

In the examination of an application fol-
lowing amendment thereof, the examiner must
be on the alert to detect new matter. The pro-
hibition against new matter has been incorpo-
rated into the patent statute. These rejections
are based on 35 U.S.C. 132.

706.03(p) No Utility [R-20]

A rejection on the ground of lnck of utility
includes the more specific grounds of /nopera-
tiveness, involving perpetual motion, frivolous,
fravdulent, against public 7)071/’7/ The statu-
tory basis for this rejection is 25 1.8.C. 101.
See § 608.01(p).

706.03(q) Obvious Method [R-40]

In view of a decision of the 11.S. Court of
Customs and Patent Appeals, process claims

Rev, 48, Apr. 1976
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| no'ionger be re]ected ona theory that

- once the article or composition produced thereby
is conceived, anyone skilled in the art would
~_at once be aware of a method of makmg 1t In

re Kuehl, 177 USPQ 250 (1978)."

A process may be unpatentable. however, even
if the product produced therefrom is patenta-
ble, In re Kanter, 158 USPQ 331 (CCPA 1968).
The mere substitution of a new starting mate-
rial in an otherwise conventional process may
well be obvious in the absence of some unob-
vious resuls$ in the process itself, In re Kanter,
158 USPQ 331; In re \Teugebauer et al., 141
USPQ 205 (CCPA 1964) ;  Corning Glass
Works et al. v. Brenner, 175 USPQ 516 (D C.
Cir. 1972). -

“'However, the use of a spec1ﬁc mmeral oil in
a process was held to be material in In re
Schnelder et al 179 USPQ 46 (CCPA 1973)

706.03 (r) Mere Functlon of Machme
: [R48]

In view of the decision of the Court of Cus-
toms and Patent Appeals in In re Tarczy-
Hornoch appearing at 158 USPQ 141, process
or method claims are not subject to re]ectlon by
Patent and Trademark Office examiners solely
on the ground that they define the inherent
function of a disclosed machine or apparatus.

706.03(s) Statutory Bar [R—48]

Another category of rejections not based on
the prior art finds a basis in some prior act of
applicant, as a result of which the claim is
denied him.

ABANDONMENT OF INVENTION

Under 35 U.S.C. 102(c), abandonment of
the “invention” (as distinguished from aban-
donment of an apphc'ttlon) results in loss of
right to a patent. Note In re Gibbs et al., 168
USPQ 578 (CCPA 1971).

Owx Prior Foreicy PATENT

Eztract from 85 U.8.C. 102. Conditions for patenta-
bitity; novelty and loss of right to patent. A person
shall be entitled to a patent unlegs—

[ ] L] L] L] [ ]

(d) the invention was first patented or caused to
he patented, or was the subjeet of an inventor's cer-
tificate by the applicant or hig legal representatives
or assigns in a foreign country prior to the date of the
application for patent in thig country on an applica-
tion for patent or inventor's certificate filed more than
twelve months before the fiting of the application in the

United Statoes.

—
-




condltlons which, i
bar against the '

(1) /Th foreign application must be

mmore than one. year, ‘before. the. ﬁlmg in the‘

United States.

representatlves orassigns. .-

(3) The foreign patent or inv entor
ficate must be actually granted (e.g., by sealing
of the papers in Great Br1tam j before the ﬁ]mg
in the United States or. since foreign procedures
dlffer, the act from which it can be said that the

invention was patented, has occured. It need not

be published. Ex parte Gruschmtz et al., 138
USPQ 505 discusses the meaning of "patfented
as applied to German procedures

(4) The same invention must be mvolved

If such a foreign patent or inventor’s certi-
ficate is discovered by the examiner, the rejec-
tion is made under 35 U.S.C. 107(d) on the
ground of statutory bar.

'SuBMIssION To LIBRARY U\'*n:ci-:ssARY

Applications should not be submitted as a rou-
tine matter to the library to ‘ascertain if the
foreigm application has become a patent. Since
the foreign patent to be a bar under 35 U.S.C.

102(d) must have been granted before the filing
date in this country, theegrobablhty of the
foreign patent having issued after the date of
execution of the original oath and before the
U.S. filing date is so slight as to make such a
search ordinarily unproductive.

Fore1gN FILING WITHOTUT LICENEE

85 U.R.C. 182. Abandonment of invention for unauthor-
ized disclosure. The Invention disclosed in an applica-
tion for patent subject to an order made pursuant to
section 181 of this title may be held abandoned upon
its being established by the Commissiener that in
violation of said order the invention has been published
or disclosed or that an application for a patent therefor
has been filed in a foreign country by the inventor, his
stccessors, assigng, or legal representatives, or anyone
in privity with him or them, without the consent of
the Commissioner. The abandonment shall be held to
have occurred as of the time of violation. The consent
of the Commissioner shall not be given without the
concurrence of the heads of the departments and the
chief officers of the agencies who caused the order to
be lsgued. A holding of abandonment shall constitute
forfeiture by the applirant, his sueccessors, assigns, or
legal representatives, or anyone in privity with him or
them, of all claims against the United States hased
upon sneh invention.,

85 U.8.C. 184. Filing of application in foreign coun-
try. Esxcept when authorized by a licenge obtained

72.1

(2) Itmust be ﬁled by the apphcant hlS legal

cert1-~

or authorize fo be‘ ﬁled in any 'gn country prior to
six months after filing in the United States an applica-

tion for patent or for the registration of a utility model,

mdustrml desxgn, or model in respect of an lnvention,
made ln tlns country hcense shall not be granted;
with respect to an inventwn'subject to an order issued
by the Commissioner pursuant to section 181 of this
title without. the.concurrence of the head of the depart-
ments and the chief officers of the agencies who caused
the -order. to be issued. The license may be granted
retroactively where an application has been ‘inadvert-
ently filed abroad and the application does not disclose.
an invention within the scope of section 181 of this title.

The term “application” . when used .in' this chapter
includes: applications and any -modificatlons, iamend-
ments, or supplements thereto, or divisions thereof.

385 U.8.0..185.. Patent barred for flling without license.
Notwithstanding any other provisions of law any per-
son, and hissucceséors, assigns, or legal representa-
tives, shall not receive a United States patent for an’
invention if that person, er his successors, assigns, or
legal representatives shall, without ‘procuring -the
license prescribed in section: 184 of this title, have
made, or consented to or:assisted another's making,
application in a foreign .country for a patent or for the
registration of a utility model, industrial design, or
model in respect of the invention. A United States
patent issued to such perscn, his successors, assigns, or
legal representatives shall be invalid.

If, upon examining an application, the ex-
aminer learns of the existence of a correspond-
ing foreign application which appears to have
been ﬁled before the United States application
had been on file for six months, and if the in-
vention apparently was made in this country,
he shall refer the application to Licensing
and Review Section of Group 220, calling at-
tention to the foreign apphcqtlon Pendmg
investigation of the poeelble violation, the ap-
phcatlon may be returned to the exammmg
group for prosecution on the merits. When it
is otherwise in condition for allowance, the ap-
plication will be again submitted to Licensing
and Review Section of Group 220 unless the
latter has already reported that the foreign
filing involves no bar to the United States
application.

Tf it should be necessary to take action under
35 17.8.C. 185, Licensina and Review Section of
Group 220 will request transfer of the applica-

tion to it.
OT1iER STATUTORY BARS

Claims to an invention in public use or on
sale in the United States more than twelve
months before the effective U.S. filing date are
rejected. 35 U.S.C. 102(b).
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See also §§ 305 and 706,03k

706.03(u) Disclaimer [R-48]

“Claims ‘may be rejected on the ground that

applicant has disclaimed the subject matter in-

volved. ' Such' disclaimer may arise, for exam-
ple, from the applicant’s failure: -~
(2) to make claims suggested for interfer-

ence ‘with another ‘application under 37 CFR

1.203:(8§1101.01(m)),
(b) to copy aclaim from a patent when sug-
by the “examiner " (§1101.02(f)}, or

(¢) ‘to respond or appeal, within the time
lHmit ' fixed, to the examiner’s rejection of

claims copied from a patent (see 37 CFR

1.206(b) and § 1101.02(£) ).

“The ‘rejection on ‘disclaimer applies to all
claims not patentably ‘distinct from the dis-
claimed subject matter as well as to the claims
directly involved.

706.03(v) After Interference or Pub-
lic Use Proceeding [R-
48]

For rejections following an interference, see
£8 1109 to 1110.

The outcome of public use proceedings may
also be the basis of a rejection. (See 37 CFR
1.292).

TUpon termination of a public use proceedings
including a case also involved in interference,
in order for a prompt resumption of the inter-
ference proceedings, a notice should be sent to
the Board of Patent Interferences notifying
them of the disposition of the public use pro-
ceedings.

706.03(w) Res Judicata [R-40]

Res Judicata may constitute a proper
ground for rejection. However, as noted helow,
the Court of Customs and Patent Appeals has
materially restricted the use of res judicata
rejections. It should be applied only when the
earlier decision was a decision of the Board of
Appeals or any one of the reviewing courts and

Bev. 48, Apr. 1976

“As’pointed ‘out in § 304, assignment of one
of several overlapping applications of the same
inventor may give rise'to a §roundofre1ectmn

72.2

~ when there is no opportunity for further court

review of the earlier decision.
- The timely filing of a second ‘application co-
pending with an earlier application does not
preclude the use of res judicata as a ground of
rejection: for the second application claims.

When making a rejection on res judicata,
action should ordinarily be made also on the
basis of prior art, especially in continuing
applications. RPN

In the following cases a rejection of a claim
on the ground of res judicata was sustained
where 'it was based on a prior adjudication
against the inventor on the same claim, a patent-
ably nondistinct claim, or a claim involving the
same issue. - o o o B ,

‘Edgerton v. Kingsland, 75 USPQ 307
(D.C. Cir,,1947).

“In re Sware, 138 USPQ 208, 50 CCPA
1571 (1963).

'In re Katz, 167 USPQ 487, 58 CCPA 713
(1970), (prior decision by District Court).
In the following cases for various reasons,

res judicata rejections were reversed.

In re Fried, 136 USPQ 429, 50 CCPA 954
(1963) (differences in claims).

In re Szware, 138 USPQ 208, 50 CCPA
1571 (1963) (differences in claims).

- In re Hellbaum, 152 USPQ 571, 54 CCPA
1051 (1967) (differences in claims).

In re Herr, 153 USPQ 548, 54 CCPA 1315
(1967) (same claims, new evidence, prior

decision by CCPA).

In re Kaghan, 156 USPQ 130, 55 CCPA
844 (1967) (prior decision by Board of Ap-

eals, final rejection on prior art withdrawn

y examiner “to simplify the issue”, differ-
ences in claims; holding of waiver based on
language in MPEP at the time).

In re Craig, 162 USPQ 157, 56 CCPA
1438 (1969) (Board of Appeals held second
set of claims patentable over prior art).

In re Fisher, 166 USPQ 18, 57 CCPA
1099 (1970) (difference in claims).

In re Russell, 169 USPQ 426, 58 CCPA
1081 (1971) (new evidence, rejection on prior
art reversed by court).

Inre Ackermann, 170 USPQ 340, 58 CCPA
1405 (1971) (prior decision by Board of Ap-
peals, new evidence, rejection on prior art
reversed by court).

Plastie C'ontact Tens Co. v, Gottschalk, 179
USPQ 262 (D.C. Cir., 1973) (follows In re
Kaghan).




- the sco

ng of a re-

claims :le*:?hg

- broader in any respect than the c )
original patent. Such claims may be rejected
as being barred by 35 US.C. 251. However,
when the reissue is:applied for' within two
years, the examiner does not go into the ques-
tion of undue delay. 5 SR S

The same section permits the filing of a re-
issue application. by the assignee of the entire
interest only in cases where it does not “enlar,
of the claims of the original patent”.
Such: claims which'do enlarge the scope may
also be rejected as barred by the statute.
- Avdefective reissue oath affords a ground for
rejecting all the claims in the reissue appli-
cation. -See § 1401.08." N

Note that a reissue application is “special”
and remains so even if applicant does not make
2 prompt response. ' o

706.03 (y) Improper’ Markush Group
[R-49]

Ex parte Markush, 1925 C.D. 126; 340 O.G.
839, sanctions, in chemical cases, claiming a
genus expressed as a gro% eonsisting of cer-
tain specified materials. is type of claim is
employed when there is no commonly accepted
generic expression which is commensurate in
scope with the field which the ap;;licant de-
sires to cover. Inventions in metallurgy, re-
fractories, ceramics, pharmacy, pharmacology
and biology, may be claimed under the Mar-
kush formula but it has consistently been held
to be improper to extend it to purely mechani-
cal features or process ste It is improper to
use the term “comprising” instead of “consist-
ing of”, Ex parte Dotter, 12 USPQ 382. Re-
garding the normally prohibited inclusion of
Markush claims of varying scope in the same
c%%e, see Ex parte Burke, 1934 C.D. 5; 441 O.G.
509.

The use of Markush claims of diminishin
scope should not, in itself, be considered a suffi-
cient basis for objection to or rejection of claims.
However, if such a practice renders the claims
indefinite or if it results in undue multiplicity,
an appropriate rejection should be made. This
practice with respect to Markush claims of
diminishing scope is being continued,

The materials set forth in the Markush group
ordinarily must belong to a recognized physi-

gent test for
:})ortion" of a chemical compound, t

lerty

for their function in the claimed ‘relationship,
and it is clear from their very nature or from
the prior art that all of them possess this ﬁro -
erty. While in the. ia;st :the test for Mar. usﬁ-
type claims was applied as liberally as possible,

present practice which holds that claims recit-
ing Markush groups are not generic claims
(§ 803) may stlg;ect, the groups to a more strin-
ropricty of the recited members.
ere 2. Markush expression is 'ap%lie,d only to
, \e propriety
of the grouping is determined by a consideration
of the compound asa whole, and does not depend
on there being a community of properties in the
members oft%ne;Markn‘sh/axpression. ETI
- When - materials - recited '1n- a -claim are so
related as to constitute a proper Markush group,
they may be recited in the conventional manner,
or alternatively. For example, if “wherein R
is a material selected from the group consisting
of A, B, C and D” is a proper limitation then
“wherein R is A, B, C or D” shall also be con-
sidered proper.

SuscenTs Cramm

‘A situation may occur in which a patentee
has presented a number of examples which, in
the examiner’s opinion, are sufficiently repre-
sentative to support a generic claim and yet a
court may subset}uently hold the claim invalid
on the ground of undue breadth. Where this
happens the patentee is often limited to species
claims which may not provide him with suit-
able protection. ,

The allowance of a Markush type claim under
a true genus claim would appear to be bene-
ficial to the applicant without imposing any
undue burden on the Patent and Trademark
Office or in any way detracting from the rights
of the public. Such a subgenus claim would en-
able the applicant to claim all the disclosed op-
erative embodiments and afford him an inter-
mediate level of protection in the event the
true genus claims should be subsequently held
invalid.

The examiners are therefore instructed not
to reject & Markush type claim merely because
of the presence of a true genus claim embra-
cive thereof,

See also §§ 608.01(p) and 715.03.

See § 803 for restriction practice re Markush-

type claims.
Rev. 49, July 1076
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A0 ’ ot
sing ,Vlckcrs et al., 1944 C.D.
169. USPQ 298,

- However, in appllcatlons dlrected to inven-
tions in arts where the results are unprcdlctable,
the disclosure of a single species usually does
not provide an adequa.te basis to support generic
claims.  Tn re'Sol, 1938 C.D. 723; 497 O.G. 546.
This is because in arts such as chemlstry it is
not obvxous,from the dlsclosure of one. species,

D. o 5.g1ves this general
rule: “It is weIl settled that in cases inyolving
chemicals and chemical- compounds, ‘which dif-
fer radically in their properties it must appear
in an applmmt’s specification either ‘by the
enumeration of a sufficient number of the mem-
bers of a group or by other appropriate lan-
guage, that the chemicals or chemical combina-
tions included in the claims are capable of ac-
complishing the desired result.” The article
“Broader than the Disclosure in Chemical
Cases”, 31 J.P.O.S. 5, by Samuel S. Levin
covers this subject in detail.

706.04 Rejection of Previously Al-
lowed Claims

A claim noted as allowable shall thereafter
be rejected only after the proposed rejection
has been submitted to the primary examiner
for consideration of all the facts and approval
of the proposed action.

Great care should be exercised in authorizing
such a rejection. See Ex parte Grier, 1923
C.D. 27; 309 O.G. 223; Ex parte Hay, 1909
C.D. 18; 139 O.G. 197.

Previots ActioN BY DIFFereNT EXAMINER

Full faith and credit should be given to the
search and action of a previous examiner un-
less there is a clear error in the previous action
or knowledge of other prior art. In general, an
examiner should not take an entirely new ap-
proach or attempt to reorient the point of view
of a previous examiner, or make a new search
in the mere hope of finding something.

Because it is unusual to reject a prevxoucs]y
allowed claim, the examiner should point out
in his Jetter that the claim now being rejected
wag previously allowed.

Rev. 49, July 1976

706.05 Re]ectlon frer

324; 61 USPQ 122 :Inre Cook und Merlgold |

EDURE

Appllcatlon
e tion ’ased,onarefer-

) :
which has falled 0. make the date of a senior
apphmtmn in. correspondence under 37 CFR
1.202, see § 1101.01(1).. :

706.06 Re]ectlon of Clalms Copled
: - From Patent '

" See § 1101 02(f)

706.07 Fmal Rejectlon [R—49]

87 CFR 1 113 Fimzl rcjectwn or action (a) On the
second or any subsequent examination -or considera-
tion, the rejection or othet actlon may be made final,
whereupon applicant’s response is.limited to.appeal in
the case of rejection of any.claim (§.1.191):or to amend-
ment as specified in § 1.116. Petition may be taken to
the Commissioner in-the case of objections or require-
ments not involved in the rejection of ‘any eclaim
$ 1.181). Response to a final rejection or action must
include cancellation of, or appeal from the rejection
of, each claim so rejected.and, if any claim stands al-
Iowed compliance with any requirement or objection
as to form.

(b) In making such final rejection, the examiner
shall repeat or state all grounds of rejection then con-
gidered applicable to the claims in the case, clearly
stating the reasons therefor.

Before final rejection is in order a clear issue
should be developed between the examiner and
applicant. To bring the prosecution to as
speedy conclusion as possible and at the same
time to deal justly by both the applicant and
the public, the invention as disclosed and
claimed should be thoroughly searched in the
first action and the references fully applied;
and in response to this action the applicant
should amend with a view to avoiding all the
grounds of rejection and objection. Switching
from one subject matter to another in the
claims presented by applicant in successive
amendments, or from one set of references to
another by the examiner in rejecting in suc-
cessive actions claims of substantially the same
subject matter, will alike tend to defeat at-
taining the goal of reaching a clearly defined
issue %or an early termination; i.e., either an
allowance of the case or a final re](.chon

While the rules no longer give to an appli-
cant the right to “amend as often as the ex-
aminer presents new references or reasons for
rejection”, present practice does not sanction

Bl

‘

——
——




EXAMINATION OF APPLICATIONS

hasty and ill-considered final rejections. The

applicant who is seeking to define his invention
in claims that will give him the patent protec-
tion to which he is justly entitled should re-
ceive the cooperation of the examiner to that
end, and not be prematurely cut off in the
prosecution of his case. But the applicant
who dallies in the prosecution of his case, re-
sorting to technical or other obvious subter-
fuges in order to keep the application pending

4.1

706.07

before the primary examiner, can no longer
find a refuge in the rules to ward off a final
rejection.

The examiner should never lose sight of the
fact that In every case the applicant is entitled
to a full and fair hearing, and that a clear issue
between applicant and examiner should be de-
veloped, if possible, before appeal is prose-
cuted. However, it is to the interest of the
applicants as a class as well as to that of the

Rev. 49, July 1076




consideration of its merits. G
Neither the statutes nor the Rules of Practice

confer any right on an applicant to an extended
1939 C.D.

STATEMENT OF (ROUGNDS

.In making the final rejection, all outstand-
ing grounds of rejection of record should be
carefully reviewed, and any such grounds re-
lied on .in the final rejection should be reiter-
ated. They must-also be clearly developed to
such an extent that applicant may readily judge
the advisability of an appeal unless a single
previous Office action contains a complete state-
ment supporting the rejection.

"~ However, where a single previous Office ac-
tion contains a complete statement of a ground
of rejection, the final rejection may refer to
such a statement and also should include a re-
buttal of ‘any ‘arguments raised in the appli-
cant’s response. If appeal is taken in sucg a
case, the examiner’s answer should contain a
complete statement of the examiner’s position.
The final rejection letter should conclude with
a statement that: ’

“The above rejection is made FINAL?”, or
“This iz a FINAL rejection”.

The Office action first page form PTOL-326
should be used in all Office actions up to and
including final rejections.

A final rejection must be signed by a primary
examiner.

For amendments filed after final rejection,
see §§ 714.12 and 714.13. [R—48]

706.07(a) Final Rejection, When
Proper on Second Action

[R-48]

Due to the change in practice as affecting
final rejections, older decisions on questions of
prematureness of final rejection or admission of
subsequent amendments do not necessarily re-
flect present practice.

Under present practice, second or any subse-
quent actions on the merits shall be final, except
where the examiner introduces a new ground
of rejection not necessitated by amendment of
the application by applicant whether or not the
prior art is already of record. Furthermore, a
second or any subsequent action on the merits
in any application will not bhe made final if it
includes o rejection, on newly cited art, of any
claim not amended by applieant in spite of the
fact that other elaims may have been amended
to require newly cited art,

: *éﬁbséquen’t ‘action on the e

pplication should not be made

’ ‘a rejection, on prior art not

of record, of any claim amended to include lim-

itations which should reasonably have been ex:

pected to be claimed. See :Sections 904 et seq.

For example, one would reasonably expect that

a.rejection under 35 U.S.C. 112 for the reason of

incompleteness ‘would be responded to by an
amendment supplying the’omitted element.

See §809.02(a) for actions which indicate
generic claims not allowable.

In the consideration of ¢laims in an amended
case where no attempt is made to point out the
patentable novelty, the examiner should be on
guard not to allow such claims. ' See § 714.04.
The claims, however, may be finally rejected if,
in the opinion of the examiner, they are clearly
open to rejection on grounds of record.

706.07(b) Final Rejection, = When
‘Proper on First Action

[R-43]

The claims of a new application may be finally
rejected in the first: Office action in those situa-
tions where (1) the new application is a con-
tinuing application of, or a substitute for, an
carlier app{)ication, and (2) all claims of the new
application (a) are drawn to the same invention
claimed in the earlier application, and (b)
would have been properly finally rejected on the
grounds or art of record 1n the next Office action
if they had been entered in the earlier applica-
tion. '

However, it would not be proper to make final
a first Office action in a continuing or substitute
application where that application contains
material which was presented in the earlier
application after final rejection or closing of
prosecution but was denied entry for one of the
following reasons:

(1) New issues were raised that required fur-
ther consideration and/or search, or

(2) The issue of new matter was raised.

Further, it would not be proper to make final
a first Office action in a continuation-in-part
application where any claim includes subject
matter not present in the earlier application.

A request for an interview prior to first ac-
tion on a continning or substitute application
should ordinarily be granted.

Final Prema-

ture

Rejection,

706.07 (c)

Any question as {o prematureness of a final
rejection shonld be raised, if at all, while the
case is still pending before the primary exam-

Rev, 48, Apr. 1076




Rejectlon, . Wlth-
Premature

706 07((1) Fmal
drawal of,

[R—29] e

If, on request by qpphcant for reconmder. -

tion, the primary examiner finds the final rejec-
tion to have been Fremature, he should with-

draw the ﬁnahty 0 the re]ectlon. .

706 O7(e) Wlthdrawal of Fmal Re-
]ectmn, ‘General [R-48]

" See 8§ 714.12 and 7 14 13, &mendments after
final rejection.

Once a final rejectlon ﬂnt is not premature
has been entered in a case, however, it should
not be withdrawn at the applicant’s request ex-
cept on the showing of 37 CFR 1.116 (rule 116):
This does not mean that no further amendment
or argument will be considered. An amendment
that will place the case either in condition for
allowance or in better form for appeal may be
admitted. Also, amendments complying with
objections or requirements as to form are to be
permitted after final action in accordance with
37 CFR 1.116(a).

The examiner may withdraw the rejection of
finally rejected claims. If new facts or reasons
are presented such as to convince the examiner
that the previously rejected claims are in fact
allowable, then the final rejection should be
withdrawn. Occasionally, the finality of a re-
jection may be withdrawn in order to apply a
new ground of rejection.

Although it is permissible to withdraw a final
rejection for the purpose of entering a new
ground of rejection, this practice is to he limited
to situations where a new reference either fully
meets at least one claim or meets it except for
differences which are shown to he completely
obvious. Normally, the previous rejection
should be withdrawn with respect to the claim
or claims involved,

The practice should not be used for applica-
tion of subsidiary references, or of cumulative
references, or of references which are merely
considered to be better than those of record.
Furthermore, the practice should not he nsed
for entering new non-reference or so-called “for-
ma! gmnmh of rejection such as those under

35 11.S.C. 112.

Rev. 48, Apr. 1976

‘ordzmiy‘ entered :

rejéefieii" is. Mthdrawn”; all
_after the final re]ectlon ‘are

707 Exammer’s Letter or Actlon .

{R-48]

37 CFR 1.10,4. Nature of cramination; eraminers
dction: it On taking up-an ‘application for-examina-
tion, the examiner:shall make'a: thorcmgh study thereof
anil shall: make a thorough inv eshgatmn of ‘the avail-
able ‘prior art’ relating’ to the stﬂuect ‘matter ‘of the
inv entm{z %ught to be pa'tented The examinatlon shall
be cemp&efe wn'h respect both to’ comphance of the
amﬁicazmr”f m the statutes and ru!es and to the
patentability ‘of the inventlon as ehumed, as well as
with respect to matters of form, unless otherw1se
mdwa’fed- '

( b) The applicant will be notiﬁed of the examiuer s
actxon The reasons for any adverse actxon 0T any ob-
jection o requirement will:be stated and such informa-
tion or. references will' be given ‘as may: be useful in
aiding the applicant to judge of the propriety of con-
tinuing the prosecution of his application.

Under the current first action procedure, the
examiner signifies on the action form PTOL~-
326 certain information including the period
set for response, any attachments, and a “sum-
mary of action,” the position taken on all
claims.

This procedure also allows the examiner, in
the exercize of his professional ]udgment to
indicate that a discussion with applicant’s
vepresentative may result in agreements
whereby the application may be placed in con-
dition for .allowance and that the examiner
will telephone the representative within about
two weeks. Under this practice the applicant’s
representative can be adequately prepaved to
conduct such a discussion. Any resulting amend-
ment may be made either by the applicant’s
attorney or agent or by the examiner in an
examiner's amendment. It should be recog-
nized that when extensive amendments are nec-
essary it would be preferable if they were filed
by the mmrm-y or agent of record, thereby
reducing the professional and elerical workload
in the Office and also providing the file wrapper
with a better vecord, 1nvl||<hng.apph( ant’s argu-
ments for t”()“.ll)l]lty as required by 37 CFR
1.111.

The list of references cited appears on a sep-
arate form. Notice of References Cited, PTO-
892, (copy in §707.05) attachad to applicant’s
copies of the action. Where applicable, Notice




. EXAMINATION OF APPLICATIONS == 707

" “YWhenever, on etammntlon. any claim for a
- patent is rejected or any objection . . . made”
(35 U.S.C. 132) notification of the reasons for

™ of Informal Patent Drawings, PTO-948 and
b \Otl(‘(‘ of Infm mal I xgem pplication, PTO-

attachments b wbam paper nur - ion and/or objection together with such
and are to be. considered .as part of the Office.  information and references as may he useful in
action. judging the pr opriety of continuing the prose-

Rephes to Office actions should include the  cution, as required under the Statute, should

3-digit art unit number and the examiner’s  appear in columns 24 of a completed form
name to expedite handling within the Office. PTO-1142, supplemented by relevant sections -—
Tn accordance with the Patent Statute, of the Statute on the reverse side of the form.

6.1 Rev. 48, Apr. 1976




3. DEPARTMENT OF COMMERCE

Kadress ;' COMMISSIONER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231
T.F. Cellaghan Art Unit 353 , IMEEB
. . MARLED: B

0g/1/75 999,999
[ Jobn A. Fovel APR 191975
. . GROUP 350
Jotjni; C. Able Davis Hih
123 Jefferson Davis Highway
Arlington, Virginia 22202 i CHARGE OF YOUR APPLICATION. o ieh

COLBMESICNER OF
PATENTS AND TRAQEMARKY

Xmm application has been examined,
[ eessansive o communication filed on
[ tis action is made fisal.

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS ACTION IS SET TO EXPIRE ___i___ MONTH(S)
msmeen@W¥$ FROM THE DATE OF THIS LETTER.
FAILURE T3 EESPOND WITHIN THE PERIOD FOR RESPONSE Witl CAUSE THE APPLICATION TO BECOME ABANDONED-

35 U.5.C. 133
PART | THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:
l.x wotice of References Cited, Form pTO-892. 2. D Notice of Informal patent Drawing, PTO-948.
J-D motice of informal patent Application, 4.D
Form PYO-152
PART Il SUMMAZY OF ACTION
1.X Clgims I- // are pending In the spplication.
of Be shove, claims are withdrawn from consideration,
2{7] crams have been canceiled,
J.D Cl ims are allowed,
4. Claims J— 2 are rejected,
5.& Claims Q' /l e objectad to.
6. D Claims are subject to restriction or election requirement.
7. D The foemal drawings filed on are acceptadl
l.ﬂ The @ swing correction request filed on .M‘MMZ‘ has been x gpproved,
7 diswpomved.

9.X Acawledgoment s made of the claim fof pricrily under 35 1).5.C, 119, The certified copy has
] been received. Izh«n filed in parent application;

m st been teceived.
sefi 8 . filed on 1.3;5_-1&..

9. D Siace this Wéc‘mon appests 1o be in condition for aliowsnce excepl o1 formal mattors, prosecution as to the
marits is clased in accordance with the prectice under €x parte Quayle, 1935 C.p, 11; 453 GG, 213,

11, [ ] owmer

Form o326 (. $1=78)

Rev. 48, Apr. 1976 76.2




707

u. s, DEPARTMENT OF COMMERCE
Patent and Trodemark Office '/ ‘

E pART N Ii‘!'w‘:é ‘ 9?9 999 r'}‘}}wm

NOTIFICATION OF REIECTION(S) AND/OI OBJECTION(S) (35 USC 132)

HNEORMATION
(OEMTIFCATION ‘AND COMMENTS
8

cr'ames [§ mEasONS FOR | mEFERENCES S
REJECTION

”“,,'35' i
1 434 use| A
/02 }

‘ | |  |Anle assemblies of each Fixed

: |2,5 | was.ec|B/c 1‘9 Fubular members /F/g 2 of
702 , ,
B, Fig. 4 of Q).
, o | Obricus o extend. n.ux:/zary wéeels
. 135 e o,(D(F/ /) /ﬁ')‘!f‘d/ .as./n E
3 16,7 | wsC|DvE+F. (p.2, brious 7o pro-
S B SN P Ver-hcall u.n? /:ee/.f
in D 4s shoum by F':j 3). o
i "Boerture” is misdeseriptive. in
4 16,7 | uso| — a'eﬁninj, a Sleeve. within a
ml//.z,, 7[ 4
2 - , .
y”p;m rame member
s| 8 35 Obrious 7o extend auxiliary wheels .
us.e. AvE  of A (Fig. )gmm//y as in E
/03 . ,,(pzZs/- ,
6 | 9-11 - - Objected o — depend 74:0”\ rvg/ee-;‘ea’ |
d/azm, will be allowed /¥ rewrrtten
in inde et rm, .

7 1 Claim & would be allowed /F armended o recite fhe
Seecific Aydrau/ie. wheel-~ moving arrangem

& | & aited fo show an ana/ajous hydraulic. whee/-
mfar/'nj mechanism,

EXAMINER
ey -

* Copitat lemars representing referencas are identiliod on ”“' "7 bt 3070

serompmyny Carm P T892, d’ / (,,4

The symbel o' between leffers raprasents « in vigw of < / vyt b AL . 7 S

The symba! ‘o 6¢ &' betwaen Tetters tepresents « and -,

A stask 7 petwaan letters cagresents the gltatnntive « ot . Thﬂﬂa! F. Callaghan

Primary Examiner

NOTE  Secrpas B4, 103, 102, 103, and 1VZ of the Patent Statute ! .

tVitte 1% 4+ g Linivad Srates Codaej are repraducad an the Art Unit 353

boek of thes shest, g N

2]

. 76.3 Rev. 49, July 1976



or other legal ground; * - ,
lumn 3 will identify the references relied =

~_Column

__ objected claim(s o :

~ Column 2, in the case of a rejection, give
‘the reason by designating the applicable statu-

o

n in the rejection by the capital letters on
“Notice of References Cited” form PTO-892,
the relation of the references as applied being
indicated by symbols illustrated and defined at
the bottom of the form;

Column 4 will supply the necessary informa-
tion useful in judging the propriety of con-
tinuing the prosecution.

When considered necessary for adequate in-
formation, the particular figure(s) of the
drawing(s), and/or page(s) or. paragraph(s).
of the reference(s), and/or any relevant com-
ments briefly “stated  should: be- inserted .in . -
column 4. For rejections under section 103, the
way in which a reference is modified or plural: .
references are combined should be set out in
condensed language. , -

In exceptional’ cases, as to satisfy the more"
stringent requirements under 87 CFR 1.106(b),
and 1n pro se cases where the inventor-is un-
familiar with the patent law and practice, a -
more complete explanation may be needed. If-
necessary, a regular action, not using form
PTO-1142, may be prepared.

Revised “Notice of References Cited” form
PTO-892 with the capital letters in the left-
hand margin should be used with form PTO-
1142, To facilitate the use of these letters for
reference identification, the patents and other
references should be listed in the order they are
first used on form PTO-1142. Accordingly, the
first U.S. patent used as a reference in prepar-
ing form PTO-1142 will be identified by letter
“A” and listed in the first line of form PTO-
892 regardless of the patent number, the second .
U.S. patent used will be identified as “B” and
listed in the second line, etc. The first forei
patent or publication used will be listed on the
line identified by letter “L”. ~ o

Objections to the disclosure, explanation of
references cited but not applied, indication of
allowable subject matter, requirements (includ-
ing requirements for restriction if space is
available) and any other pertinent comments
xlnl;% be written at the bottom of form PTO-

Summary sheet PTOL~326, which serves as
the first page of the Office action, will continue
to be used with all first actions and, as usual,
will identify any allowed claims, This summary
sheet, designated as page 1, identifies two parts
of the Office action with Roman numerals as
“Part 1” and “Part 117,

to
u

Rev. 48, Apr. 1976 76.4

o

" The prearranged

)-1142 has “Part TIT” printed
eon for identification and distinction with
rd to other parts of the action. The form is
be numbered page 2 in the space provided at
the bottom, and material to be inserted on the

- lower part of the form should be arranged in

paragraph format starting with and sequen-

“tially numbered after paragraph 5 with a blank

space between each paragraph. ﬁ

aragraphs numbered 14
on the upper part ‘olf) form PTO-1142 are ex-
pected to be adequate for all the claims that are
subject to rejection- and/or objection in most
cases. If additional paragraphs are needed for
that purpose, they may be arranged on the
lower part of the form with the claims, reasons
for rejection, references and information ver-
tically aligned with the columns on the upper
part of the form, with or without extending the
vertical column lines: downward and, if ex-
tended downward, preferably without passing

" through the vacant space between paragraphs 4

and 5.

Tf space in the form ihc]ﬁdingx the lofver part

is inadequate for all the claims that are subject

to rejection and/or objection, a second form
PTO-1142 may be used, marked as page 3 and
further marked for distinguishing identifica-
tion as “Part IIT-a” with the lower case letter
“g” inserted after the printed Roman numeral
III.

"If the space on the form or forms is inade-

uate for completing the rest of the action
?other than rejection and/or objection of
claims), a regular blank action sheet may be
used, marked with a page number succeedmg
the page number on the forms. This page shoul
be marked as “Part IV”, and marked with para-
graph numbers in sequential order starting
with number “1”.

If form PTO-1142 is the last sheet of the

action without additional typed pages annexed,
examiner’s signatures and telephone numbers
should be located at the bottom of the form at
the indicated location.
A yellow worksheet form PTO-1142A. corre-
sponding to the form PTO-1142, is available
for use by the examiner in preparing his action
for typing. However, the action should prefer-
ably be written or printed by hand directly on
form PT(-1142, rather than typed if the writ-
ing or printing is legible and clearly readable
in the opinion of the supervisory primary ex-
aminer. All doubts concerning legibility of
writing or printing shall be resolved in favor of
a typed action, A BLACK INK BALL POINT
PEN MUST BE USED.

The first action should be complete, with a
full explanation of the reasons for decisions on
the merits in condensed language, using essen-




l J

H

tial Words nd hrases i

§707.07(j). i ’
Form P’I‘O—1149 should be u:,ed on for non-

Second actions are to be made final according
to prevailing practice usmg conventional refer-
ence. . ldennﬁcatmn, such - as patentee. name,
rather than the capital Iette ymbols used on
the first action form PTO-1

It is imperative that the ccmden.sed lang age

used on form PTO-1142 be. clear, intelligible
and complete for commumcatwn to t

SUGGESTIONS

(1) When examiner writes a significant por-
tion of the action on PTO-1142, decides to make
a major change, rather than rewriting the ac-
tion, the PTO-1142 showd be completed and
one sheet used as a worksheet for having the
action typed.

(2) If an examiner’s initial attempts at hand
written or printed actions are not deemed to be
easily readable, rather than assuming that all
of his actions should be typed, he should be en-
couraged to make further attempts, adjusting
his writing or printing by making the individ-
ual letters wider and by making a7 letters as
large as the space between the lines permits,

(3) All carbon copies of PTO-1142 should
be checked for legibility before the action is
handed in for counting.

(4) When actions are returned by the Refer-
ence Processing Section (RPS) for correction,
they should be routed to the examiner by way
of the supervisory patent assistant (bPA) and
the supervisory primary examiner (SPE).

(5) When action returned from RPS with
copy indicating defect.

a. If feasible, correct (e.g
number),

b. If not feasible to correct, use original
copy of returned PT0-~1142 as worksheet and
have new PTO-1142 typed.

, insert phone

InsTRUCTIONS

(1} PTO-1142 can be used for actions on the
merits prior to the attorney’s response to the
first action on the merits, as for example, a s
plemental action, the previous action heing t ]po
first action on the merits or for a first action
on the merits which is not the first action in
the case. but it should not be used for a second
action on the merits which is not made final

76.5

xpected to respond to

mes of the references

letters used on PTO-

ns should also use the

: ‘a PTO-1142 is used

for a supplemental action, the previous action

h'nm(r been the first action on the merits, and

additional references are cited, begin the ‘cita-

tion of the references on the new PTO-892 on

the line having the letter following the last

letter used on the first PTO-892 for that type
of reference.

(2) When using PTO-1142, if the examiner
finds it necessary to cite more references on
PTO-892 than is provided for on the form for
any of the three types of references, he should
use an additional PTO-892 drawing a line
through the letters used to designate t %mt type
of reference and to the left of these letters insert
V, W, X, Y, Z, as necessary.

(3) Prior to starting to write a rejection in
Column 4, if the examiner feels certain that he
will not have enough room in a single box in
that column, he should merely insert: “See
paragraph 6” (or another appropriate para-
graph number) and write the rejection in that
paragraph. If he has any doubts as to whether
the rejection will fit in the box, he should write
the rejection in the box. On reaching the last
line, if he finds that he will not have enough
1oo1n at the end of that line he should write

“Continued in paragraph 6” (or another ap-
propriate paragraph no.) and finish the rejec-
tion in that paragraph. Under no circumstances
should a rejection started in column 4 of any of
the first five paragraphs be continued into the
next numbered paragraph of that column.

(4) When PTO-1142 is the last page of the
action, the names, signatures, and telephone
number that appears at the end of a conven-
tional action should be placed in the box in the
lower right-hand corner of the form.

(5) Examiners are never to fill out address
part of PTOIL~326.

(6) In Col. 4, the references should always
be referred to by the appropriate letter. The
svmbols appearing at the bottom of the form
should never be used in Column 4.

(7) When a section of U.S.C. is referred to
in Col. 2, it should always include 35 U.S.C. as
well as the section of the statute.

(8) Only capital letters representing refer-
ences and the symbols appe aring at the bottom
of the form slmnl(l appear_ in Col. 3. For ex-
ample, the examiner should not indicate in

Col, 83—
AvB
as applied
above
vD

Rev. 48, Apr. 1976
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707.01
(9) Referencecitation form PTO-892 should

be marked with the paper number to whlch it

. is an attachment. .
(10) Old forms POL—~326 ‘ind PO——892
(dated earlier than 10-70), should never be used
— with PTO-1142 but they may be used w1th
other actions. = -
(11). The- three parts of the actlon (forms

= PTOL-326, PTO-892 and PTO-1142) should

be stapled together when finally placed in the
file wrapper.

Most FreQuenT DEFECTS

(1) No telephone number.

(2) Reference names used in Col. 4 and para-
graph 6.

( 3) Writing or prmtmg not easﬂy readable:

Rev. 48, Apr. 1976 76.6

| MANUAL OF PATENT EXAMINING PROCEDURE

. Carbon too 1i ht g
- Printing too small or compressed
- Handwriting not easily readable
(4) ‘References 'merely described and not
combmed in Column 4 ,

707 01 Prlmary Examiner Indlcates
' Action for New Assistant  [R~
20]

‘After the search has been completed, action
is taken in the light of the references found.
Where the assistant examiner has been in the
Office but a short time, it is the duty of the
primary examiner to go into the case thor-
oughly. The usual procedure is for the assist-
ant examiner to explain the invention and
discuss the references which he regards as most




'or election of specles is "to be required, or
he claims are to be col;nesgdered on

re]ectezi, :
in the reﬁerences 'md no. further ﬁe )
is known. ’ :

1mpre9s t;helr assistants v

is by finding the best references on

plication
appl.y ing them.

the first search and carefully

The supervisory : primar:
pected to personally check
every application which is

pendency of
the third or

concluding its prosecution,, ... .

Any case that has been pendmg five years
should be carefully studied by the supervisory
primary examiner and every effort made to
terminate its prosecution. In order to accom-
plish this result, the case is to be considered
“gpecial” by the examiner.

707.04 Initial Sentence [R—48]
The “First Page of Action” form PTOL—376
contains an initial sentence which indicates the
status of that action, as, “This application has
been examined” if it is the first action in the
case, or,
* Other papers received, such as sup-

ings, etc., should be separately mentioned.

A preliminary amendment in a new case
should be acknowledged by adding a sentence
such as “The amendment filed (date) has been
received.”

shortest path to the final dwpesatmn of an ap-

plemental amendments, affidavits, new draw- .

subsequent official action with 2 view to finally "

o durlnrr the pr

" ences of the parent applications

\ﬂ 05

cite appropriate pmor art
‘the subject matter defined
h prior art is clted its
pertinence should be explained. ,
Allowed applications should generall) con-
~ta1n a citation of pertinent prior art for print-
ing in the patent; even 1f '‘no claim presented
1dered unpat-
O y in those in-
" t revealed
1ment10n

1St appropmate /

n-the case where

he, file wrapper.
ited during the
pphcatlons and a con-
ng no newly cited ref-
he cited refer-
1ould be listed
PTO-892: The form should then be

on ‘a forr

_placed in the file of the contmmng apphcatwn
"See Section 1302.12.

“In all ‘continuing " apphcatlom the . parent

_.applications should be reviewed for pertlnent

" stated.

prior art.

.3’7 OFR 1.10%. Citation of references If domestic

...patents be cited, their numbers and dates, the names of

the patentees, and the classes of fnventions must be
If foreign patents be cited, thelr nationallty

or cOuntry, numbers and dates, and the names of the

- patentees must be stated, and such other data must be

“Responsive to communication filed. -

77

furnished as may be hecessary to enable the applicant

:to .identify. the patents.cited. «In citing foreign pat-

ents, in case part only of the patent be involved, the
particular pages and sheets containing the parts relied
upon must be .identiied. If printed publications be
cited, the author (if any), title, date, pages or plates,
and place of pub]ication, or place where a copy can be
found, shall be given:' “When a rejection is based on
facts within the personal Knowledge of an employee of

. the Office, the data shall be as specific as possible, and

the reference must be supported, when called for by the

‘applicant, by the affidavit of such employee, and such

affidavit shall be subject to contradiction or explana-
tion. by the affidavits of the applicant and other
persons.

Rev, 48, Apr. 1676
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APPROPRIATE
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OTHER REFERENCES (including Author, Title, Date, Pecfinent Pages, Efc.)

Chemical Abdugg, Vol. 76, No. 20, Kor. 15,187/, p. 163, abstract no.

) / *)
Eati ” Library,

cﬁgu_,_mx_m_&zup_lia___é__
(scogeocoi) Winslow, C.E.A., Eresh Air a ‘and Venti lation, E.P. Ducton]
N.Y., 1926, P 97- 112, TH 753 WS, 315-22.
Lellistic Missile & Aerospace Techmolegy, Vol. 3, Acagemic
Press, N.Y., 1964, TL 78759, p. /99 25T - /00
larbowax & Folyethylene @lycols, Corbide Chemical -
Carpora-hon /946 p"copym GrOuplio Library.

R/‘a‘drd Stone ‘/-/0- 76

'Awpyd%ru&«mhm furnished with this office action,
(Sne Manual of Patent Examining Procedure, section 767.05 (e).)
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S tentsi‘ff (those having more than™*?

~ (b) and 708.02 are not furnished to applicant

.. Copies of cited references (except as noted
below) are automatically furnished without
charge to applicant together with the Office ac-
tion in which they are cited. Copies of the cited
references are also placed in the application file
for use by the examiner during the prosecution.

Copies of references which are cited at the
time of allowance, in Ex parte Quayle actions,
_and by applicant in accordance with §§ 707.05

with the Office action. Additionally, copies of
references cited in continuation applications if
they had been previously cited in the parent
application are not furnished.  The examiner
should check the left hand column of form PO-
892 if a copy of the reference is not to be furn-
ished to the applicant. ‘

> In the rare instance where no art is-cited in

a continuation application, all the references
cited during the prosecution of the parent appli-
cation will be listed at allowance for printing
in the patent.

This service is furnished by the Reference
Processing Section (R.P.S.) which is in charge
of (1) ordering copies of the cited U.S. patents:
(2) mailing the action with one copy of each
cited reference and (8) after mailing, returning
to the group the ribbon copy of the mailed ac-
tion together with a copy of each reference to be
placed in the application file.

To assist in providing this service, the exam-
iner should:

(a) Write the citation of the references on
form PO-892, “Notice of References Cited”.

(b) Place the original copy of PO-892 in the
file wrapper and give to the clerk with the com-
pleted &ce action for counting.

{c) Write the application serial number on
the plastic index tab of a special folder. Insert
into the folder both carbon copies of PO-892
together with two copies of any foreign and
other references cited in the action. Such copies
of the foreign patents and publications should
he made by the Copying Center. Do not enclose
any U7.S. patents.

(d}) Place the folder in the “Out Box for
R.P.S.”

Form PO-892 is completed and the folder
prepared and forwarded to R.P.S. in all cases
in which a reference is to be provided, regard-
less of the type reference cited,

If special handling is desired, a “special®
sticker should be attached to the top of the
folder.

78.1

BT e T - 2

' m the ::«:a'pyipl‘icat;ionﬁﬁle; ‘A ‘tab card stamped

ification and drawings) will be gu

; eapp ut will not be placed
“Jumbo Patent” will be inserted in the file to
account for the missing reference. .~ :
. Detailed instructions regarding the above
outlined ‘procedure; and the procedure to be
followed 1n correcting an ‘Office action prior to
mailing are found in Chapter 400 of the Manual
of Clerical Procedures. , ,

In the case of design applications, procedures
are the same as set forth in section 707.05(a)-
(%) except that less than the entire disclosure
of a cited patent may be supplied with the ac-
tion by the Design group. Copies of all sheets of
drawings and of the first page of the specifica-
tion of cited patents are furnished without
charge. Any other subject matter relied on by
the examiner will ‘also be provided without
charge. Where an applicant desires a complete
copy of a patent it may be obtained through
the Customer Services Division at the usual
charge. :

707.05(b) Citation of Prior Art by

Applicants [R-45]

This section sets forth positive guidelines
for applicants, their attorneys and agents who
desire to submit prior art for consideration by

the Patent and Trademark Office. Such cita- <t—

tions of relevant art are welcomed and are en-
couraged. In order that they may be most effec-
tively considered by the examiner, however, with
as little disruption of the regular examination
process as possible, it is requested that they be
submitted in accordance with the following

guidelines. o
(1) Citations should be submitted within

three months after the application filing date if
possible. Any citation made after the first ac-
tion on the merits (if this occurs more than
three months after filing) should be accom-
panied by an explanation of why it was not
earlier presented. This may take the form of a
statement that it was made as soon as the art
or other material was discovered, or as soon as
its pertinency was appreciated, indicating the
date of discovery of the cited material or its
pertinency.

(2) Full text copies of the pertinent portions
of all such prior art citations or other material
relevant to patentability of the claimed inven-
tion should be supplied, whether the citation is
made in a separate paper or in the specification
of the application. This will be unnecessary in
the case of pending or abandoned Tnited States
applications (e.g. Defensive Publications). In

Rev, 45, July 1975




-~ Also, where the appheam; has submitted pnor V
ith this section in a prior

art in accordance
application, reference to the prior application
and the submission of the prior art therein will
be sufficient for the ‘continuing: apphcatlon
However, any cha,nge in applieant’s position
regarding the cited art and its relevancy to: the

L»c}mmed sabject matter should: be indicated.

- While patent copies are, of course; a.vaxlable

—>1n the Patent and: deemark Office, failure of

the applicant to include copies of the cited art
means that the examiner must interrupt his ex-
amination until copies can:be ordered and re-
ceived. Since the person making the citation will
have copies in hand; an overall saving in time
and more expedlmous examination wil result 1f
coples are supplied with the citation. >

(3) If the reference. is not in- Enghsh o
translatxon of its pertinent portions should. be
»included. Alternatively, in lieu of a translation,

Rev, 45, July 1975
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, ph

(4 panying \ ation should be
an m(hcatlon of 1ts pertinency to the claimed
subject matter, together with any reasons ap-
'may wish to point out why the claims
sulered to be patentable over the clted

mat
LT cztatlons of pmor art or other materlal

- mitted in accordance with the above guide-

lines and" submltted before all claims have been
indicated as a}lowable wﬂl be fully con51dered
bv the e examiner.

ﬁ imﬁﬁnnglv ignore any prior art which might
anticipate or. suggest the claimed invention, no
assurance can be given that cited .art or other

material not submltted in accordance with these e

guidelines will be considered by the examiner.
Consequently, any patent issuing.on the appli-
cation in questlon would not:be expected to be
accorded the usual presumption of validity with
respect to such cited art or material.

78.2

ile the Patent and Trademark Office will —




i

~ sought;

further restricting at least one independent
claim and narrowing the scope of protection

“(b) A timely affidavit under Rule 131 (37
CFR 1.131) with respect to the material cited:
or . T el BT
" (c) A statement by the applicant or his at-
torney or agent that, in the judgment of the
person making the statement, the prior art or
other material cited raises a serious question as
to the patentability of the claimed subject mat-
' If the material is submitted after the base is-
sue fee has been paid, it must also be accom-
panied by a petition under 37 CFR 1.183 re-
questing a waiver of 37 CFR 1.312 and an
amendment under 37 CFR 1.312. Such petition.
if granted, would result in review of the art by
the examiner and possible entry of the amend-
ment. :

‘Submitted ecitations will not in any way
diminish the obligation of examiners to conduct
independent prior art searches, or relieve ex-
aminers of citing pertinent prior art of which
they may be aware, whether or not such art is
cited by the applicant. Nothing in this section is
intended to relieve applicants of any respon-
sibility they may have to cite known prior art
to the Patent and Trademark Office.

If the specification or a separate paper filed in
the application contains citations relating to
background material, applicant has the respon-
sibility of determining whether or not such
material is sufficiently relevant to the claimed
invention that full compliance with these guide-
lines is necessary. ' '

Prior art submitted by applicant in the man-
ner provided herein will not be supplied with
an Office action, but will be listed on the form
PTO-892, “Notice of References Cited,” along
with other prior art relied upon by the examiner
during the examination. Accordingly, the ex-
aminer should check the space on form PTO-
892 to indicate that no copy of that reference
need be furnished to the applicant. Only that
prior art listed by the examiner on form PTO-
%92 will be printed on the patent.

However, if the prior art is submitted in a
manner which does not comply with this section,
it is not necessary to list all cited prior art on

- _public after issuance of the patent. The examin-
er may state that he has considered all the prior

79

make the citations of ~—

ord. This is use the complete listing of
pplicant’s citations will be in the application
file and will be available for inspection by the

art cited by applicant, even if it was submitted
in a manner which does not fully comply with
the requirements of thissection. = c

.Citations of prior art.may be placed of record
in the patented file after the grant of the patent
at the request of the patentee (see Section
100(d) of Title 35, United States Code, for
definition of patentee). Any such submissions
by the patentee will be placed in the patented
file without comment by the Patent and Trade-
mark Office. Citations submitted to the Patent
and Trademark Office by third parties will not
be placed in the record of a patented file unless
the party:submitting the art certifies that he has
sent: the owner of record copies of the cited art
and of his letter transmitting it to the Patent.

and Trademark Office, .. . ,
707.05(c) Order of Listing [R-49]

In citing references for the first time, the
identifying data of the citation should be
placed on form PTO-892 “Notice of References
Cited”, a copy of which will be attached to the
Office action. No distinction is to be made be-
tween references on which a claim is rejected and
those formerly referred to as “pertinent”. With
the exception of applicant submitted citations
(8§ 707.05(b) and 708.02), the pertinent fea-
tures of references which are not used as a basis
for rejection, shall be pointed out briefly.

Revised “Notice of References Cited” form
PTC-892 with the capital letters in the left-hand
margin should be used with form PTO-1142. To
facilitate the use of these letters for reference
identification, the patents and other references
should be listed in the order they are first used
on form PTO-1142. Accordingly, the first U.S.
patent used as a reference in preparing form
PTO-1142 will be identified by letter “A™ and
listed in the first line of form PTO-892 regard-
less of the patent number, the second U.S.
patent used will be identified as “B” and listed
in the second line, etc. The first foreign patent
or publication used will be listed on the line
identified by letter “I.”.

See § 1302.12.
707.05(d)

Reference Cited in Subse-
quent Actions

Where an applicant in an amendatory paper
refers to a reference which is subsequently

Rev. 49, July 1976




707.05(e) ' Da
7 emces [R49]

37 CFR 1.107 (8§ 707.05 and 901.05(a))' re-
quires the examiner to give certain data when
citing references. The patent number, patent
date, name of the patentee, class and subclass,
and the filing date, if appropriate, must be
given in the citation of U.S. patents. This in-
formation is listed on the “Notice of References
Cited” form PTO-892 (Copy at § 707.05). See
§ 901.04 for details concerning the various series
of U.S. patents and how to cite them. Note that
patents of the X-Series (dated prior to July 4,
1836) ‘are not to be cited by number. Some U.S.
patents issued in 1861 have two numbers
thereon. The larger number should be cited.

If the patent date of a U.S. patent is after
and the effective filing date of the patent is
before the effective U.S. filing date of the ap-
plication, the filing date of the patent must be
set forth along with the citation of the patent.
This calls attention to the fact that the par-
ticular patent relied on is a reference because
of its filing date and not its patent date. Simi-
larly, when the reference is a continuation-in-
part of an earlier-filed application which dis-
closes the anticipatory matter and it is neces-
sary to go back to the earlier filing date, the
fact that the subject matter relied upon was
originally disclosed on that date in the first
application should be stated.

In the rare instance where no art is cited in a
continuation application, all the references cited
during the prosecution of the parent application
will be listed at allowance for printing in the
patent. See § 707.05(a).

Cross-REFERENCES

Official cross-references should he marked

)

Rev. 49, July 1976

ponbyt;heexammer,m reference ]
cited by the examiner in the usual

Data Used m Cumg Refer—

oreign patents, the patent number,
te, name of the country, name of the
atentee, and class and subclass must be given.
Inactions where references are furnished, and
(1) less than the entire disclosure is relied upon,
the sheet and page numbers specifically relied
upon and the total number of sheets of drawin;
and pages of specification must be included
(except applicant submitted citations) ; (2) the
entire disclosure is relied upon, the total numaber
of sheets and pages are not included, and the
appropriate columns on PTO-892 are left
blank. - , .
Publications such as German allowed ap-
plications and Belgian and Netherlands printed
specifications should be similarly handled. If
the total number of sheets and pages in any
publication fo be furnished (other than‘U.gt
patents) exceeds 15, the authorizing signa-
ture of the supervisory primary examiner is
required. Applicants who desire a copy of the
complete foreign patent or of the portion not
“relied on” must order it in the usual manner.
See § 901.05(a) for a chart in which foreign
language terms indicative of foreign patent and
publication dates to be cited are listed.

PusLicaTions

See §711.06(a) for citation of abstracts,
abbreviatures and defensive publications. See
§ 901.06 (c) for citation of Alien Property Cus-
todian publications.

In citing a publication, sufficient information
should be given to determine the identity and
facilitate the location of the publication.” The
data required by §1.107 (§707.05) with the
specific pages relied on identified together with
the SCIENTIFIC LIBRARY call number
will suffice. The call number appears on the
“spine” of the book if the book is thick enough
and, in any event, on the back of the title page.
Books on interlibrary loan will be marked
with the call number of the other library, of
course. THIS NUMBER SHOULD NOT BE
CITED. If the copy relied upon is located
only in the group making the action (there
may be no call number), the additional infor-
mation, “Copy in Group ” should be given.




dustrial Press, 1959. p.1
1959 shisis o fremwiope sarm?t 2us awd
:Calvert, R.© Patents (Patent L.aw). In En-

527. TJ151.M3

cyclopedia of Chemical Technology, ed. by R. E.
Kirk and D. F. Othmer. N.Y., Interscience
Encyclopedia. - Vol. 9, 1952, p. 868-890. TP9.
E6s. TS e
Hine, J. S. Physical Organic Chemistry.
N.Y., McGraw-Hill, 1956, p. 81. QD476.H5.
Noyes; W. A., Jr.  A'Climate for Basic Chem-
ical Research. Tn Chem. & Iing. News. 38(42):
p.01-95. Oect.17,1960. TP1.I418.
NoTte: In this citation, 38 is the volume num-
ber, 42 the issue number, and 91-95 the page

If the original publication is located ontside
the Office, the examiner should immediately
order a photocopy of at least the portion relied
upon and indicate the class and subelass in
which it will be filed. The Office action MUST
designate this class and subclass. -

Whenever, in citing references anywhere in
the application file the titles of periodicals are
abbreviated, the abbreviations of titles used in
Chemical Abstracts and printed in the list of
periodicals abstracted by Chemical Abstracts
should be adopted with the following excep-
tions: (1) the abbreviation for the Berichte der
Deutschen Chemischen Gesellschaft should be
Ber. Deut. Chem. rather than Ber., and (2)
where a country or city of origin is a necessary
part of a complete identification, the country or
city of origin should be added in parentheses;
e.g.,J. Soc. Chem. Ind. (London).

707.05(f) Effective Dates of Declassi-
fied Printed Matter [R-
31]

In using declassified material as references
there are usually two pertinent dates to be con-
sidered, namely, the printing date and the pub-
lication date. The printing date in some in-
stances will appear on the material and may be
considered as that date when the material was
prepared for limited distribution. The publi-
cation date is the date of release when the ma-
terial was made available to the public. See Fx

date may be

Office of Tec

r and its printing date
affidavit or declaration

707.05(g) - Incorrect Citation of Ref-
o eiedo erences [R+36]

. -Where an-error in citation of a reference is
brought to the attention of the Office by appli-
cant, a letter correcting the error and restartin
the previous period for response, together witl
a correct copy of the reference, is sent to appli-
cant. Where the error is discovered by the ex-
aminer, applicant is also notified and the period
for response restarted. In either case, the ex-
aminer is directed to correct the error, in ink,
in the paper in which the error appears, and
place his initials on the margin of such paper,
together with a notation of the paper number
of the action in'whieh the citation has been cor-
rectly given. See § 710.06.

Form POL~316 is used to correct an erro-
néous citation or an erroneously furnished
reference. Clerical instructions are outlined in
the Manual of Clerical Procedures, §410.C
(2) and (3). ,

‘In any case otherwise ready for issue, in
which the erroneous citation has not been for-
mally corrected in an official paper, the ex-
aminer is directed to correct the citation on an
examiner’s amendment form POL-37.

If a FOREIGN patent is incorrectly cited;
for example, the wrong country is indicated
or the country omitted from the citation, the
General Reference Branch of the Scientific
Library may be helpful. The date and num-
ber of the patent are often sufficient to deter-
mine the correct country which granted the
patent,

To correct a citation prior to mailing, either
before or after &ending the typed action to
Reference Processing Unit (R.P.U.), see the
Manual of Clerical Procedures, § 410.C(1).
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_rendering the decision
ifying the paper should
on of the

; Ry 6
sion of the Board of App&ls, Patent ‘No.
..... ) paper No. ..., ... pages.”

"Decisions found mﬂy i paténted files'should
be cited only when there:is:no published deci-
smn on the same point.

When a Commissioner’s order, ‘notice or
memorandum not yet ineorporated into this
manual is cited in any official action, the title
and date of the order, notice or memorandum
should be given. When appropriate other data,
such as a specific issue of the Journal of the
Patent Office Society or of the Official Gazette
in which the same may be found, should also be
given.

707.07 Completeness and Clarity, of
Examiner’s Action [R-31]

Rule 105. (}ompleteness of ezaminer’s action. The
examiner’s action will he complete as to all matters,
except that in appropriate circumstances, such as mfs-
Joinder of invention, fundamental defects in the appH-
cation, and the like, the action of the examiner may be
limited to such matters before further action is made.
However, matters of form need not be raised by the ex-
aminer until a claim is found allowable,

707.07(a) Complete Action on Formal

Matters [R-36]
Forms are placed in informal applications
listing informalities noted by the Draftsman

Rev. 86, Apr. 1978

if ﬁm Apphcatlon hvas:on'
’ Each‘ of rt/hese ,forms

T mmled to. ap
part of the examiner’s ﬁrst actlon

~ ts aper number In
every. instance ‘where these forms are to be used
they should be mailed with the examiner’s firs¢
letter, and any addit formal requirements
which the examiner desires to’ make sh uld be
included in the frsé letter. A

When any formal requxrement is made in‘an
examiner’s- action; that action should, in all
cases wkhere it indicates allowable subj oct mat-
ter, call attention to rule 111(b) and state that
a complete response must either comply with
all formal requirements or specxﬁca]]y traverse
each requ1rement not complled W1th

707 07 (b) Reqmrmg New Oath
; [R—31] .

See § 602.02. '

707. O7(c) Drafhman s Reqmremenl
[R-36]

See §707.07(a}: also §§ 608. 02(a), (e),
and (s).
707.07(d) Language To Be Used In

Rejecting Claims [R-36]

Where a claim is refused for any reason re-
lating to the merits thereof it should be “re-
jected” and the ground of rejection fully and
clearly stated, and the word “reject” must be
used. The examiner should designate the
statutory basis for any ground of rejection by
express reference to a section of 35 U. S.C.in the
opening sentence of each ground of rejection.
If the claim is rejected as too broad, the reason
for so holding should be given; if re]ected as
indefinite the examiner should point out where-
in the indefiniteness resides; or if rejected as in-
com plete, the element or elements lacking should

Fecxﬁed ‘or the applicant be otherwise ad-
vised as to what the claim requires to render it
complete.

See § 706.02 for language to be used.




in the disclosure of the application exami

aminer does not do this, then by implication it
will be understood by the applicant or his attor-
ney or agent that in the examiner’s opinion, as
presently advised, there appears to be no allow-

able claim nor anything patentable in the sub-

ject matter to which ths claims are directed.
InerorEriY Exrressep RejeCcTIONs
An omnibas rejection of the claim “on the
references and for the reasons of record” is
stereotyped and wusually not informative and
should therefore be avoided. This is especially
true where certain claims have been rejected
on one ground and other claims on another
ground. = P
A plurality of claims should never be
grouped together in a common rejection, unless
that rejection is equally applicable to all claims
in the group. TERCE A I W R

707.07(e) Note All Outstanding Re-
(quirements ,
In taking up an amended case for action the

examiner should note in every letter all the

requirements outstanding against “the case.
Every point in the prior action of an exam-
iner which is still applicable must be repeated
or referred to, to prevent the implied waiver
of the requirement.

~:After an ' Office action, the response (in-addi-
tion to: making: amendments, etc.): may fre-
quently include arguments and affidavits to the
effect: that the prior-art cited by the examiner
does not teach how to obtain or:-does not in-
herently: yield one or ‘more: advantages: (new
or -improved- results, functions or  effects),
which ‘advantages are urged to ‘warrant issue
of a pateut on the allegedly novel subject mat-
ter claimed. R IS T T R ;
If it is the examiner’s considered opinion
that ‘the asserted advantages are without sig-
nificance in datermining - patentability of the
rejected claims, he‘shouﬁl state the reasons for
his position in the record, preferably in the
action following ‘the ‘assertion’ or argument
relative to such advantages. By so doing the
applicant 'will know that ‘the asserted ‘ad-
vantages have actually been considered by the
examiner and, if appeal is taken, the Board of
Appeals will aiso be adviced. =
The importance of auswering such argu-
ments is illustrated by In re Herrmann et al.,
1959 C.D. 159; 739 O.G. 549 where the appli-
cant urged that the subject matter claimed
produced new and useful results. The court
noted that since applicant’s statement of ad-
vantages was not questioned by the examiner
or the Board of Appeals, it was constrained
to accept the statement at face value and there-
fore found certain claims to be allowable.

Rev, 86, Apr. 1978



| e Parantion (4o
prior art which merely meets ,
claims},, tions on minor technical

shoul ordmarlly not

teehmml rej £ negatlva“ imitations,

not be made whem thse

: best aceomphshedr 4
mguctmn on the ¢ aims thereof to a particular
issue. - These situations mclude the following :

(1) Where an application is too informal for
a complete action on the merits; see § 702.01;'
(2} Where there is an. undue multxplmty of
clalms, and there has been no successful  tele-
phone request for election of a limited number
of claims for full: exammatmn, see §7068:03(1):
{8} Where there is a misjoinder of inven-
tions. znd’ there has been no suecessful telephone
for election ; see §§803, 806.02, 812.01;
- (4) Where the disclosure is- ‘directed to ‘per-
petua! motion ; note ex parte Payne, 1904 C D
42:108 0. G 1049

However,
available should be cited. and its pertinancy
pointed out. without specifically applying it to
the claims.

On the other hand, a re;ect;on on the p:munds
af res judicata, no prima facie showm;z for re-

issue, new. matter, or. inoperativeness (not’
involving. perpetual motion) should be aceom-

plished by rejection on all other available

grounds,
707.07(h) Notify of Inaccuracies in
Amendment [R-27]
See §714.23.

Rev. 31, Jan, 1972

n such cases, the best 1 pmor art readi}y,,

urmg the examination of ‘@ pro
rent to the %xammer th t

the ‘application,
claims for the appli
action that such
corporated in the application: by amendment.
his practice will- -expedite ‘prosecutionand
oﬁer a service to individual inventors not repre-
sented by a registered patent attorney, or agent.
~Although this practice may be desirable and
is permissible i e where A ppro-,
E:late by the examiner, it will be expec
applied in all cases where it is ap
unfamiliar Wlth the proper pre-

the applican ]

Avrrowapre Excert as To Form 00
When  an _ applieation discloses patentable
sub]ect ‘matter and it is apparent from the
claims and the a,p"’li“ nt’s arguments that the
to. be_directed  to: such
patentable subect matter, but the claims in
their present form cannot be allowed because
of defects in form or omission of a limitation,
the examiner should not stop with a bare ob-
jection or re;ectzm of the claims.. The xami-
ner’s action should be constructive in nature
and when possible he should offer a definite
suggeﬁtmn for correction. Further, an exam-
iner’s suggestion of allowable subject matter
may justify his indieating the possible desira-
Lility of an interview to accelerate early agree-

ment on allowable claims.




subject mntter, he may note 1n the thce action
that certain aspects or features of il

able invention have not
if pro%erly claimed such clauns may
favorable coasx@emtmn.

If a claim is otherw allowable but is de-
pendent on a cancelled claim or on a rejected
claim, the Oftice action should state that the
claim would be allowable if rew ntten in mde-
pendent form. Grer T it b

EARL! ALLOWANCE 'or "(JLAIMS i

Where the examiner is satlsﬁed that the
prior art has been fully developed and some of
the claims are clearly allowable, he should not
delay the allowance of such'/ clazms :

707 07 (k) Numbermg Paragraphs

1t is'good ‘prachce to number the p'u'agmph~
of the letter consecutively. This facilitates
their identification in the future prosecutlon of
the case. ,

707 08 Revnewmg and Imtlalmg by As-
sistant Examiner [R-24]

The full surname of the examiner who pre-
pares the Office action will, in all cases, be typed
below.the action on the left side. The telephone
number below this should be called if the case
is to be discussed or an interview arranged.

After the action is typed, the examiner who
prepared the action reviews it for correctness.
If this examiner does not have the authority
to sign the action, he should initial above the
typed name, and forward the action to the au-
thorized signatory examiner for signing.

707.09 Signing by Primary or Other
Authorized Examiner [R-31]

Although only the original is signed, the word
“Examiner” and the name of the signer
should appear on the original and copies.

ANl Jetters and issues should be signed
promptly.

707.10 Entry [R-16]

The original, signed by the authorized ex-
aminer, is the copy which is placed in the file
wrapper. The character of the action, its paper
number and the date of mailing are entered in
black ink on the outside of the file wrapper
under “Contents”,

- not. ,be'typed when thé
; written, but should: be:stamped on all
copies of the letter after it has been signed

by the authorized signatory examiner and the

copies are about to be mailed.

_,,Reference Processmg ‘Section

copies are mailed by tl group

ginal, initialed by the: ass1stant
,ed by t}he authorxzed s1gm-
« 1n the file.

vided, the original and copies after : gnmg are

TW rded by the clerk to Reference Processin
Section (R.P.S.) for mailing. The file with a
f the action is retained in the group.
r the copies are mailed by R.P.S., the orig-
1nal is returned for placement in the file.

707 13 Returncd Oﬂice Actlon k

Letters are sometimes returned to the Office
because the Post Office has not been able to de-
liver them. The examiner should . use every
reasonable means to ascertain the correct ad-
dress and forward the letter again, after
stamping it “remailed” with the date thereof
and redirecting it if there be any reason to
believe that the letter would reach applicant
at such new address. 1f the Oflice letter was
addressed to an attorney, a letter may be writ-
ten to the inventor ‘or assignee informing him
of the returned letter. The period runnin
against the application begins with the date o
remailing. (Ex parte Gourtoff, 1924 C.D. 153;
329 0.G. 536.)

If the Office is not finally successful in de-
livering the letter, it is placed, with the en-
velope, in the file wrapper. If the period dat-
ing from the remailing elapses with no com-
munication from applicant, the case is for-
warded to the Abandoned Files Unit.

708 Order of Examination [R-49]

37 CFR 1.101. Order of cxamination. (a) Applica-
tions filed in the Patent and Trademark Office and ac-
cepted ag complete applications (8§ 1.53 and 1.55) are
assigned for examination to the respective examining
groups having the classes of inventions to which the
applications relate, AppHeations shall be taken up for
examination by the examiner to whom they have been
assigned in the order in which they have been filed
except for those applications in which the Office has
accepted a request under §1.1389.

Rev. 40, July 1076
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¢by Applications which have be ted
the examiner, and which have been placed by
plicant in condition for further action by the e 1
{amended applications) shall be taken up for action
in such order as shall be determined by the Commis-
sioner. e e
Each examiner will give priority to that ap-
slication in his docket, whether amended or new,
which has the oldest effective U.S. filing date.
Except as rare circumstances may justify group
directors 'in granting individual 'exceptions,
this basic policy applies to all applications.
The actual filing date of a continuation-n-
part application is used for docketing purposes.
However, the examiner may act on a continu-
ation-in-part aﬁplication‘ by using the effective
filing date, if he desires.” S
If at any time an examiner determines that
the “effective filing date” status of any appli-
eation differs from what the records show, he
should so inform the clerk, who should promptly
amend the records to show the correct status,
with thedate of correction. ‘
The order of examination for each examiner
is to give top priority to those special cases
having a fixed 30 day due date, such as ex-
aminer’s answers and decisions on motions.
Most other cases in the “special” category (for
example, reissues, interference cases, cases made
special by petition, cases ready for final con-
clusion, ete.) will continue in this category, with
the first effective U.S. filing date among them
normally controlling priority.
Al amendments before final rejection should
be responded to within 30 days of receipt.
Action on those applications in which the
Office has accepted a request under 37 CFR
1.139 is suspended for the entire pendency, ex-

Hev. 49, July 1976

708.01 List of Special Cases [R-49]

37 CFR '1.162: Adcancement = of examination.’ (a)
Applications will not be advanced out of turn for exam-
ination ‘or for further action ‘except as p'mvide'd: by
these rules, or upon order of the Commissioner to ex-
pedite the business of the 'Office, 'or ‘upon a verified
showing which,” iz the opinicn of the Commissioner,
will justify so advaneing it. R

(b) Applications wherein the inventions are dcemed
of peculiar importance to some branch of the public
service and the head of some department of the Gov-
ernment requests immediate action for that reason, may
be advanced for examination.

Certain procedures by the examiners take
precedence over actions even on special cases.

For example, all papers typed and ready for
signature shotld be completed and mailed.

All issue cases returned with a “Printer Wait-
ing” slip must be processed and returned within
the period indicated.

Cases in which practice requires that the
examiner act within 30 days, such as decisions
on motion (§1195.06) and examiner’s answers
(§ 1208), necessarily take priority over special
cases without specific time limits.

If an examiner has a case which he is satis-
fied is in condition for allowance, or which he
is satisfied will have to be finally rejected, he
should give such action forthwith instead of
making the case await its turn.

The following is a list of special cases (those
vg'hic)h are advanced out of turn for examina-
tion) :
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: cation for patent th
once been made special and advanced out
turn for ‘examination by reason of -a ruling
made in that’particular case (by the Commis-
sioner or an' Assistant Commissioner) will con-
tinue to be special thronghout its entire course
of prosecution in the Patent Office, including
appeal, if any, to the Board of Appea 'lg;f’zgnd
any interference in which such an application
becomes, involved shall, in like measure, be
considered special by all Patent Office oficials

concerned. . . .

. (¢) - Applications for reissues (rule 176). -
(d) Cases remanded by an appellate tribunal
for further action. - .-« o0 0
(e} A case, once taken up for action by an
examiner according to its effective filing date,
should be treated as special by any examiner,
art unit or group to which it may subsequently
be transferred; exemplary situations include
new cases transferred as the result of a tele-
phone election and cases transferred as the re-
sult of a timely response to any official action.
(f) Applications which appear to interfere

with other applications previously considered

and found to be allowable, or which it is de-
manded shall be placed in interference with an
unexpired patent or patents (rale 201).

(g) Cases ready for allowance, or ready for
allowance except as to formal matters.

(h) Cases which are in condition for final
rejection. ,

(i) Cases pending more than five years,
including those which, by relation to a prior
United States application, have an effective
pendency of more than five years. See
§707.02(a).

See also §§ 714.13 and 1207,

708.02 Petition to Make Special [R-
39]

New applications ordinarily are taken up for
examination in the order of their effective
United States filing dates. Certain exceptions
are made by way of petitions to make special,
which may be granted under the conditions set
forth below.

: of a petition by the applicant or assignee
alleging under oath or declaration:: @ =

1. The possession by the prospective manu
facturer of sufficient presently available capital
(stating approximately the amount) and facili-
ties (stating briefly the nature thereof) to
manufacture the invention in quantity or that
sufficient - capital and facilities  will be made
available if a patent is granted;
~If ‘the prospective ‘manufacturer is an in-
dividual, there must be a corroborating affidavit
from some responsible party, as for example,
an officer of a bank, showing that said in-
dividual has the required avagable capital to
manufacture;. oo oo e o

2, That the prospective manufacturer will
not manufacture, or. will not increase present
manufacture, unless certain that the patent will
be granted ; ,

3. That affiant obligates himself or the pro-
spective manufacturer, to manufacture the in-
vention, in the United States or its possessions,
in quantity immediately upon the allowance of
claims orissuance of a patent which will protect
the investment of capital and facilities.

'The attorney or agent of record in the appli-
cation (or applicant, if not represented by an
attorney or agent) must file an affidavit or
declaration to show: ' ‘

1. That he has made or caused to be made a
careful and thorough search of the prior art, or
has a good knowledge of the pertinent prior art;
and

2. That he believes all of the claims in the
application are allowable.

I1. INFRINGEMENT

Subject to a requirement for a further show-
ing as may be necessitated by the facts of a
particular case, an application may be made
special because of actual infringement (but not
for prospective infringement) upon the filing of
a petition alleging facts under oath or declara-
tion to show, or indicating why it is not possible
to show; (1) that there is an infringing device
or product actually on the market or method in
use, (2) when the device, product or method
alleged to infringe was first discovered to exist;
supplemented by an affidavit or declaration of
the applicant’s attorney or agent to show, (3)
that he has made a rigid comparison of the
alleged infringing device, produet, or method
with the claims of the application, (4) that, in
his opinion, some of the claims are unquestion-
ably infringed, (5) that he has made or caused

Rev. 89, Jan. 1074



- Models or specimens of the infringing prod

uct or that of the application should not be |

submitted unless ~r§:q11‘ested
I APPLICANT’S Heavts

. An application may be made special upon a
showing as by a doctor’s certificate, that the
state of health of the applicant is such that he
might not be available to assist in the prosecu-
tion of the application if it were to run its

normal course, gt

IV, Aweuoats Aee

~_An application may be made special upon a
showing, as by'a birth certificate or the appli-
cant’s affidavit or declaration, that the appli-
cant is 65 years of age, ormore. ' "
.+ 1+ V. ENVIRONMENTAL QUALITY | -
_The Patent Office will accord “special” status
to all patent applications for inventions which
materially enhance the quality of the environ-
ment of  mankind . by contributing to the
restoration or. maintenance of the basic life-
su.s‘ltaining/ natural . elements—air, water, and
All applicants desiring to participate in this
g:ogram should request that their a plications
accorded “special”’ status. Such requests
should be written, should identify the applica-
tions by serial number and filing date, and
should be accompanied by affidavits or declara-
tions under rule 102 by the applicant or his at-
torney or agent explaining how the inventions
contribute to the restoration or maintenance of
one of these life-sustaining elements.

V1. ExeErGY

The Patent Office will, on request, accord
“special” status to all patent applications for
inventions which materially contribute to (1)
the discovery or development of energy re-
sources, or (2) the more efficient utilization and
conservation of energy resources, Examples of
inventions in category (1) would be develop-
ments in fossil fuels (natural gas, coal, and
petroleum), nuclear energy, solar energy, ete.
Category (2) would include inventions relating
to the reduction of energy consumption in com-
bustion systems, industrial equipment, house-
hold appliances, etc.

All applicants desiring to participate in this
ggagram should request that their applications

» accorded “special” status. Such requests

Rev. 89, Jan. 1974

edge of the perti-

believes all of  be

) . under rule 102 by the applicant or his: attorney

~ or agent explaining how the invention mate-

~ rially contributes to category: (1) or (2) set
forthabove,. . ..o

VII Serciar, EXaMINING

- AMINATION /.

date, and should

ion by serial number and filing date ;
) affidavits. or declarations

/accompanied: by

IT. Seecrar, Examrxive PROCEDURE FOR CER-
v New_ Arpications—AocRusraTeD Ex-

.- Ay new “application  (one which has:not. re-
ceived any examination by the examiner) may
be.granted. special status provided that appli-
cant -(and tﬁi-s term includes. applicant’s. at-
torney or agent): ... 0 L0 oo
- (a) Submits a_written petition - to make
special.
" (b) Presents all claims directed to a sl %ie
invention, or if the Office determines that all the

claims presented are not obviously directed to
a single invention, will make an election without
traverse as a prerequisite to the grant of special
statas. e o bian s s

The election may be made by applicant at the
time ‘of filing the petition for special status.
Should applicant fail to include an election with
the original papers or petition and the Office
determines that a requirement should be made,
the established telephone restriction practice
will be followed. = ‘

'If . otherwise proper, examination on the
merits will proceed on claims drawn to the
elected invention. =~ L
~ Tf applicant refuses to make an election with-
out traverse, the application will not be further
examined at that time. The petition will be
denied on the ground that the claims are not
directed to a single invention, and the applica-
tion will await action in its regular turn. -

Divisional applications directed to. the non-
elected -inventions will not automatically be
given special status based on papers filed with
the petition in the parent case. Each such
application must meet on its own all require-
ments for the new special status.

(c¢) Submits a statement that a pre-examina-
tion search was made, and specifying whether
by the inventor, attorney, agent, professional
searchers, etc., and listing the field of search
by class and subclass, publication, Chemical
Abstracts, foreign patents, ete. A search made
by a foreign patent office or the International
Patent Institute at The IHague, Netherlands
satisfies this requirement.

(d) Snbmits one copy each of the references
decmed most closely related to the subject mat-
ter encompassed by the claims.

(e) Submits a detailed discussion of the ref-
erences, which discussion points out, with the

Jentify the applica-




 EXAMINATION OF APPLICATIONS

particularity required by rule 111 (b} and .(c',‘;",’j‘

how the claimed subject matter is distinguish-
able over the references. Where applicant indi-
cates an intention of overcoming one of the
references by affidavit or declaration under rule
131, the affidavit or declaration must be sub-
mitted before the application is taken up for
action, but in no event later than one month
after request for special status. )

In those instances where the request for this
special status does not meet all the prerequisites
set forth above, applicant will be notified and
the defects in the request will be stated. The
application will remain in the status of a new
application awaiting action 1n its regular turn.
In those instances where a request 1s defective
in one or more respects, applicant will be given
one opportunity to perfect the request. If per-
fected, the request will then be granted. )

Once a request has been granted, prosecution
will proceed according to the procedure set
forth below; there is no provision for “with-
drawal” from this special status.

The special examining procedure of VII (ac-
celerated examination) involves the following
procedures:

1. The new application, having been granted
special status as a result of complianee with the
requirements set out above will be taken up by
the examiner before all other categories of ap-
plications except those clearly in condition for
allowance and those with set time limits, such as
examiner's answers, decisions on motions, etc.,
and will be given a complete first action which
will include 77 essential matters of merit as to
all claims. The examiner’s search will be re-

88.1

_ three-month shortened period for response.

708.02

stricted to the subject matter encompassed by
the claims. A first action rejection will set a

2. During the three-month period for re-
sponse, applicant is encouraged to arrange for
an interview with the examiner in order to re-
solve, with finality, as many issues as possible.
In order to afford the examiner time for reflec-
tive consideration before the interview, appli-
cant or his representative should cause to be
placed in the hands of the examiner at least one
working day prior to the interview, a copy
{clearly denoted as such) of the amendment
that he proposes to file in response to the exam-
iner’s action. Such a paper will not become a
part of the file, but will form a basis for discus-
sion at the interview.

8. Subsequent to the interview, or responsive
to the examiner’s first action if no interview
was had. applicant will file his “record” re-
sponse. The response at this stage, to be proper,
must be restricted to the rejections, objections,
and requirements made. Any amendment
which would require broadening the search field
will be treated as an improper response.

4, The examiner will, within one month from
the date of receipt of applicant’s formal re-
sponse, take up the application for final dispo-
sition. This disposition will constitute either a
final action which terminates with the setting
of a three-month period for response, or a no-
tice of allowance. The examiner’s response to
any amendment submitted after final rejection
should be prompt and by way of forms PO-303
or PO-327, by passing the case to issue, or by an
examiner’s answer should applicant choose to

Rev, 39, Jan. 1074




NATIOXK OF APPLICATIONS

file an appeal bri

these forms is not inter ded to npe

to further prosecution. Of course, where rela-
tively minor issues or deficiencies might be
easily resolved, the examiner may use the tele-
phone to inform the lpphc'mt of such,

5. A personal interview after final Office ac-
tion will not be permitted nnless requested by
the examiner. However, telephonic mnterviews
will be permitted where appropriate for the
purpose of correcting any mmor matters which
x'emzun outstanding. :

6. After allowance, these .1pphnatmm are
given top priority for printing. See § 1309,

HaxoLine or PeETIIIoNs To MAKE SPECIAL

Zach petition to make special, regardless of
the ground upon which the petition is based and
the nature of the decision, is made of record
inthe .1pp]n ation file, together with the decision
thereon. 'The Office that rules on a petition
is responsible for properly entering that peti-
tion and the resulting decision in the file record.
The petition, with any attached papers and sup-
porting aflidavits, will be given a single paper
number and so entered in the “Contents” of the
file. The rlecmon will be accorded a separate
paper number and similarly entered. To in-
sure entries in the “Contents” in proper order,
the (*](1]. in the examining group will make
certain that all papers prior to a petition have
been entered and/or listed in the application file
before forwarding it for consideration of the
pe timon. Note §§ Ton2.020a). (¢ Yy and (1), [ R~
34

708.03 Examiner Tenders His Resig-
nation

Whenever an_esaminer tenders his resigna-
tion. the supervisory primary examiner should
see that he spends Lis remaining time as far as
pozsible in winding up the old ('omphr tred cazes
or thoze with involved records and getting as
many of his amended eazes us possible !6“1(]‘. for
final digpos ition,

If the examiner has mn siderable experience
in his partienlar art. it jc also advantaigeons
to the Office if he inr’lirfurus (in pencily in the
file wrappers of cases i his docket, the field
of searel or other perfinent data that he con-
siders appropriate,

(R47]

() Suspension of

709

Rule 1698, Ruspensinn of actinn,
the Office will be granted at the
o el suafficient cunise ad for oo
iy

Suspension of Action

action by respiest of
thee speplicant for

Bevppafsgl

thefee thme speerified Esnly oo whspuesision

4y

709.01

be granted by the primary examiner; any further sus-
pension must be approved by the Commissioner.

(b} If action on:an application ‘is suspended when
not -requested. by the .applicant, the applicant shall be
notified of the reasons therefor.

(¢) Action by the examiner may be suspended by
order of the Commissioner in the case of applications
owned by the United States whenever publication of the
invention by the granting of a patent thereon might be
detrimental to the public safety or defense, at the re-
quest of the appropriate department or agency.

(d) Action on applications in which the Office has
accepted a request filed under rule 139 will be sus-
pended for the entire pendency of these applications
except for purposes relating to proceedings under rule
201(b).

Suspension of action (rule 103) should not
be confused with extension of time for reply
(rule 136). It is to be noted that a suspension
of dCth]l applies to an imipending Office action
by the examiner whereas an extension of time
for reply applies to action by the applicant.
In other words, the action cannot be suspended
in an application which eontaing an outstand-
ing Office action awaiting response by the ap-
plicant. It is only the action by the examiner
which ean be suspended under rule 103.

Paragraph (b) of the rule provides for a
suspension of Office action by the examiner on
his own initiative, asin §§ 709.01 and 1101.01(1).
Petitions for a seccond or subsequent suspension
of action in patent applications under rule 103
are decided by the group director. See § 1002.-
(2(e), item 11.

I”;n'ngmph (d) is used in the Defenstve Pub-
lication Program described in § 711.06.

Overlapping Applications by
Same Applicant or Owned by
Same Assignee [R-34]

709.01

Examiners should not consider ex parte,
when raised by an applicant, questions which
are pending before the Office n infer partes
proceedings involving the same applicant. (Sece
ex parte Jones. 1924 C.D. 595 327 O.G. 681.)

Because of this where one of several appli-
cations of the same inventor which confain
mm].l};]mw’ elaiis gets into an interference
it was formerly the practice to suspend action
by the Office on the applications not in the
interference in - accordance with Ex  parte
MeCormiek, 1904 C.D. 575: 113 O.G. 2508,

However, the better practice wonuld appear to
be to reject elaims in an applieation related to
another apphieation in interference over the
counts of the interference and in the event said
claims are not eancelled in the outside applica-
o, prosecittion of said applieation shonld be
1976
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priority in the interference.

- If. on the other hand ap licant wishes to

prosecute the outside application, and presents
good reasons in support therefor, prosecution
should ‘be continued.  Ex parte Bullier, 1899
C.D: 155, 88 O.G. 11617 In re Seebach, 1937
C.D. 495, 484 O.G. 503; In re Hammell, 1964
C.D. 733, 808 O.G. 25. See §1111.08.

See also § 804.03.

[R-29]

35 U.8.C. 133. Time for prosecuting applicalion.
Jpon failure of the applicant to prosecute the appli-
cation within six months after any action therein, of
which notice has been given or mailed to the applicant,
or within ‘such shorter time, not less than thirty days,
as fixed by the Commissioner in such action, the appli-
cation shall be regarded as abandoned by the parties
thereto, unless it be shown te the satisfaction of the
Commisioner that such delay was unavoidable.

35 U.R.C. 267. Time for taking action in Government
applications. Notwithstanding the provisions of sec-
tions 133 and 151 of this title, the Commissioner may
extend the time for taking zmy action to three years,
when an application has beeome the property of the
United States and the head of the appropriate depart-
ment or ageney of the Government has certified to the
Commissioner that the invemtion disclosed therein is
important to the armament or defense of the United
States,

See Chapter 1200 for period for response
when appeal is taken or court review sought.

710 Period for Response

710.01 [R-24]

Rule 135. Abandonment for failurc to respond within
time limit. (a) If an applicant fails to prosecute his
application within six months after the date when the
Iast official notice of any action by the Office was mailed
to him, or within such shorter time as may be fixed
frule 136), the application will become abandoned.

iby Prosecution of an application to save it from
abandonment must include such complete and proper
actiog as the condition of the rase may require. The
admiszgion of an amendment nor respongive to the last
official action, or refusal to admit the same, and any
proceedings relative thereto, shall not operate to save
the application from abandenment.

fey When action by the applicant is a bona fide
attempt to advance the case to final action, and is
substantinlly a complete response to the examinep’s
setlon, but consideration of some matter or complianee
with sote reqgiivement has been inadvertently omitted,
opportunity to explain and supply the omission may
given before the of abandonment iy
eongidered,

Statutory Period

Fre epriest boers
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suspended pending the final determination of

; _ sigued copy may be
or improperly signed paper. ... ... .

codSeerule 1) i b e il

90

:DURE

cation or filing of a . correctly
accepted. in. case of an unsigned

 The maximum statutory period for response
to an Office action is six months, 85 U.S.C. 133.
Shortened periods are currently used in prac-
tically all cases, see § 710.02(b).
710.01(a) Statutory Period, How
Computed [R47]

The actual time taken for response is com-
puted from the date stamped on the Office
action to the date of receipt by the Office of
applicant’s response. No cognizance is taken
of fractions of a day and applicant’s response
1s due on the corresponding day of the month
six months or any lesser number of months
specified after the Office action. -

Response to an Office action with a 3 month
shortened statutory period, dated November 30
is due on the following February 28 (or 29
if it is a leap year), while a response to an
Office action dated February 28 is due on May
2% and not on the last day of May. Ex parte
Messick, 1930 C.D. 6; 400 O.G. 3.

A one month extension of time extends the
time for response to the date corresponding to
the Office action date in the following month.
For example, a response to an Office action
mailed on January 31 with a 3 month shortened
stationary period would be due on April 80. If a
one month extension of time were given, the re-
sponse would be due by May 31. The fact that
April 30 may have been a Saturday, Sunday, or
holiday has no effect on the extension of time.
Where the period for response is extended by
some time period other than “one month” or an
even multiple thereof, the person granting the
extension should indicate the date upon which
the extended period for response will expire.

A thirty day period for response in the Office
means thirty calendar days including Satur-
days, Sundays and holidays. However, if the
period ends on a Saturday, Sunday, or holiday,
the response is timely if it is filed on the next
suceeeding business day.

The date of receipt of a response to an Office
action is given by the “Office date” stamp
which appears on the responding paper.

In some cases the examiner’s letter does not
determine the beginning of a statutory re-
sponse period. In all cases where the statutory
response period runs from the date of a previ-
ous action, a statement to that effect should be
included.




Estract from R
(a) ‘An applicant may
application in a shorter time than six months. but not
leas ‘than thirty ‘days, whenever such shorter time'is
deemed necessary or expedient,” 'Unless the applicant is
notified in writing that responseis réquired in less than
six ‘months, the maximum period of six months is
allowed. B -

Under rule 136 (35 U.S.C. 133) an appli-
cant may be required to respond in a shorter
period than six months, not less than 30 days,
whenever it is deemed “necessary or expendi-
ent”. Some conditions deemed “necessary or
expedient” are listed in § 710.025})), o

_In other situations, for example, the rejection
of a copied patent claim, the examiner may
require applicant to respond on or before a
specified date. These are known as time limit
actions and are established under authority of
35 U.S.C. 6. Some sitnations in which time
limits are set are noted in §710.02(c). The
time limit requirement should be typed in
capital letters where required.

An indication of a shortened time for reply
should appear prominently on the first page
of all copies of actions in which a shortened
time for reply has been set so that a person
merely scanning the action can easily see it.

710.02(b) Shortened Statutory Pe-
riod: Situations in Which
Used [R-32]

Under the authority given him by 35 U.S.C.
133 the Commissioner has directed the exam-
iners to set a shortened period for response to
every action. The length of the shortened stat-
utory period to Le used depends on the type
of response required. Some specific cases of
shortened statutory period for response to be
given are:

Toarry Days

Requirement for restriction or

election of species—no claim
rejected ... - §8809.02(a)
and 817.

Two Monrns

Winning party in terminated

interference to reply to unan-
swered Office action. . ... £ 1109.01
Where, after the termination of an inter-
ference proceeding, the application of the
winnmg party containg an unanswered Office
action, final rejection or any other action, the
primary examiner notifies the applicant of

a shortened statutory

g from the date of such notice.
S rte Peterson, 1941 C.D. 8; 525 O.G. 3.
Ex parte Quayle.________________ §714.14

- When an application is_in condition. for

90.1

allowance, except as to matters of form, such
as correction of drawings or specification, a
new oath, etc., the case will be considered
special and prompt action taken to require cor-
rection of formal matters.  Such action should
include an indication on first page form letter
POL-326 that prosecution on the merits is
closed in accordance with the decision in £z
parte Quayle, 1935 C.D. 11; 453 O.G. 213. A
two month shortened statutory period for re-
sponse should be set. '

Multiplicity rejection—no other

rejection -_______._________ § 706.03 (1)
A new ground of rejection in an
- examiner’s answer on appeal_ § 1208.01

Turee MoNTHS
To respond to any Office action on the merits.
PEer1OD FOR RESPONSE RESTARTED

Incorrect citation by examiner—
regardless of time remaining in
original period § 710.06
The above periods may be changed under
special, rarely occurring circumstances.
A shortened statutory period may not be
less than 30 days (35 U.S.C. 133).

710.02(¢) Time-Limit Actions: Sit-
uations in Which Used
[R47]

As stated in §710.02, 35 U.S.C. 6 provides
authority for the Commissioner to establish
rules and regulations for the conduct of pro-
ceedings in the Patent and Trademark Office.
Among the rules are certain situations in which
the examiner sets a time limit within which
some specified action should be taken by appli-
cant. Some situations in which a time limit is
set are:

(a) A portion of rule 203(b) provides that
in suggesting claims for interference:

The parties to whom the claims are suggested will be
vequired to make those claims (I. e, present the sug-
gested claims in thely applications by amendment)
within a specified time, not less than 30 days. in order
that an interference may be declared.

Sec §

$ 1101.01 (m).
(b) Rule 206(b) provides:

Rule 206¢hy, Where the examiner is of the opinion
that none of the elaims can be made, he shall reject the

Rev, 47, Jan. 1976




in the’ absence of a satisfactory showing, be deemed a
disclanmer ot the invention claimed =

See § 1101. 02(f]) '

“(¢) "When ap};l) icant’s actlon is not fully re~
responsive to the Office action, the examiner
may give applicant one month or the remainder
of the period for response, whichever is longer,
to' complete his response. See rule 135(0)
which reads as follows:

Rule 185(c). When action by the apnheant is a
bona fide attempt to advance the case to final actlon,
and is substantially ‘a complete response to the exam-
iner’s action, but consideration of some matter or com-
pliance with some requireiment has been inadvertently
omitted, opportunity to explain“and supply ‘the omis-
sion may be given betore the question of abandonment
is consxdered

See § T14. 03
(d) In applications filed on or after October
25, 1965, applicant is given one month or the
remainder of the period for response, which-
ever is longer, to remit any additional fees re-
quired for the submission of an amendment in
response to an Office action.

See §§ 607 and 714.08.

(e) To ratify or otherwise correct an un-
signed amendment, applicant is given one
month or the remainder of the period for

nse, whichever is ]onger

S ee §714.01(a).

(f) Where an application is otherwise allow-
able but contains a traverse of a requirement to
restrict, one month is given to cancel claims to
nonelected invention or species or take other
appropriate action. See rules 141, 144, and
£8£ 809.02(c) and 821.01.

710.02(d) Difference Between Short-
ened Statutory and Time-
Limit Pericds [R-24]

The distinction between a limited time for
reply and a shortened statutory period under
rule 136 should not be lost sight of. The pen-
alty attaching to failure to reply within the
time limit (from the suggestmn of claims or the
rejection of copied patent claims) is loss of the
subject matter involved on the doctrine of dis-

elaimer. A rejection on the gronnd of dis-
claimer is appealable.  On the other hand, a
rmnplme failure 10 respond within the set stat-
utory period results m abandonment of the

Bev. 47, Jan. 1976 90.2

DE 'lableﬁ but

g if the delav
licant re-
imit, ‘this

etition to revive may be
oidable.  Furth
sponds a day or two after the time

r  may be excused by the examiner if satisfac-
~torily explamed ‘but a response one day late

in a case carrying a shortened statutory perlod
under rule 136, no matter what the excuse,
results in abandonment however, if asked. for
in .advance extension of .the period may be
granted by the examiner, provided the exten-
sion does not go beyond the six months’ period
from the d‘lte of the Ofﬁce action. See also
§ 1101 02(£).

710.02( e) ' Extensmn of Tlme [R-
Egtract from‘ Rule 186‘ (b) The tlme for reply, when

a tlme less than six months has been set, will be ex-
tended only for sufficient cause,, and for a reasonable
time spec1ﬁed .Any request for such evtensmn must
be filed on or before the day on. which actlon by the
applicant is due, but in no case wﬂl the mere filing
of the request effect any extension. Onlv one extension
may be granted by the primary examiner in. his dis-
cretion ; any further extension must be approved by
the Commissioner. In no case can any extenison carry
the date on which response to an action is due bevond
six months from the date of the action.

It should be very carefully noted that nelther
the primary examiner nor the Commissioner
has authority to extend the shortened statutory
period unless request for the extension is filed
on or bcfore the day on which applicant’s re-
sponse is due. While the shortened period may
be extended within the limits of the statutory
six months’ period, no extension can operate to
extend the time beyond the six months.

Compare, however, rule 1351)) and § 714.03.

Any request under rule 136(b) for extension
of time for reply to an Office action must state a
reason in support thereof; under the present
policy the application of the rule will entail
only a limited evaluation of the stated reason.

This liberality will not apply to

(1) any requests for more than one-month
extension, and

(2) second and subsequent veguests for ex-
tension of time to reply to a particular
Office action.

All first requests for extension of time to an
Office action are decided by the primary ex-
aminer for any period of time up to the maxi-
mum six month period. All requests subse-
auent, to the first, request for extension of time
to respond to a particular Office action are for-
warded to the group dirvector for action, For




CONTENT OF APPLICATION

time is supporte
its grant, anc g
only for the period requested would not be ap-
propriate (for example, where the period for

esponse, if extended as requested, has already
expired or 1s about to expire when the decision
on the request is being made). the official mak-
ing the decision on the request should grant the
request for extension of time for a suitable
period longer than that requested. if possible.

If a request for extension of time is filed in
duplicate and accompanied by a stamped re-
turn-addressed envelope, the Office will indicate
the action taken on the duplicate and return it
promptly in the envelope. Utilization of this
procedure is optional on the part of applicant.

In this procedure, the action taken on the
request should be noted on the original and on
the copy which is to be returned. The notation
on the original, which becomes a part of the
file record, should be signed by the person
granting or denying the extension. and the
name and title of that person should also ap-
pear in the notation on the copy which is re-
turned to the person requesting the extension.

When the request is granted, no further ac-
tion 1s necessary; when- it is denied, a formal
letter of denial, giving the reason for denial,
should be forwarded promptly after the mail-
ing of the duplicate.

If the request for extension of time is granted,
the time extended is added to the last calendar
day of the original period, as opposed to being
added to the day it would have been due when
said last day is a Saturday, Sunday or holiday.

If the request for extension of time is granted.
the due date is computed from the date stamped
on the Office action. as opposed to the original
due date. See Section 710.01(a). For example,
a response to an Office action with a 3 month
shortened statutory period, dated November 30,
15 due on the following February 28 (or 29,
if it is a leap year). If the period for response
is extended an additional month, the response
hecomes due on Mareh 30, not on Mareh 28,
Where the period for response is extended by
some time period other than “one month™ or a
multiple thereof, the person granting the ex-
tension should indicate the date upon which the
extended period for response will expire,

For purposes of convenience, a request for
an extension of time may be personally de-
livered and left with the examiner to become
anc oficigh paper in the file without routing
through the mail room. The examiner who ac-
cepts the reguest for an extension of time will
have it date stamped with the group stamp.

0.4

710.02(e)

‘ ~duplicate copies - request for an ex-
tension of time are hand delivered to an ex-
amining. group, both coipes are dated, either
stamped approved or indicated as being denied,
and signed. The duplicate copy is returned to
the delivering person regardless of whether the
request was signed by a registered attorney or
agent, either of record or acting in a representa-
tive capacity, the applicant or the assignee of
record of the entire interest.

If the request for extension is not presented
in duplicate, the applicant should be advised
promptly by way of form letter POL-327 re-
garding action taken on the request so that the
file record will be complete.

FinaL ResecTioN—TIME ForR RESPONSE

The filing of a timely first response to a final
rejection having a shortened statutory period
for response is construed as including a request
to extend the shortened statutory period for an
additional month, which will be granted, even
if previous extensions have been granted, but
in no case may the period for response exceed
six months from the date of the final action.
Even if previous extensions have been granted,
the primary examiner is authorized to grant the
request. for extension of time which is implicit
in the filing of a timely first response to a final
rejection. An object of this practice is to obviate
the necessity for appeal or filing a continuing
case merely to gain time to consider the examin-
¢1's position in reply to an amendment timely
filed after final rejection. Accordingly, the
shortened statutory period for response to a
final rejection to which a proposed response has
been received will generally be extended one
month.

Normally, examiners will complete a response
to an amendment after final rejection within five
days after receipt thereof. In those rare sitna-
tions where the advisory action cannot be mailed
in sufficient time for applicant to consider the
examiner’s position with respect to the proposed
response before abandonment of the application,
the granting of additional time to complete the
response to the final rejection or to take other
appropriate action would be appropriate. The
advisory action form (POL-303) states that
“THE PERIOD FOR RESPONSE 1S EX-
TENDED TO RUN . MONTHS FROM
1THE DATE OF THE FINAL RIEEJEC-
770N The blank before “MONTIHS™ shoukld
he filled in with an integer (4, 5, or 6); frac-
tional months should not be indicated. In no
ease can the period for veply to the final re-
jeetion be extended to exeeed six months from
the mailing date thereof.

Rev. 47, Jan. 1976




r’

L,

710.04

During the additional period, no applicant or

attorney initiated interview is normally per-

mitted. Since a timely first response to a final
rejection is construed as including a request for
an extension of time, any subsequent request for
an extension of time is considered to be a second
or subsequent request and must be submitted to
the group director.

Heev. 47, Jan. 1976 9054

MANUAL OF PATENT EXAMINING PROCEDURE

o ;Failumyto,,f:lle/a‘response during the shortened <=
statutory period results in abandonment of the

application. ERR LI ,
71'0'.'04' Two Periods Runhing [R-
24] :

_There sometimes arises a situation where two
different periods for response are running




Claims

| - [R-24] |

Where, in an application in which there is an
unanswered rejection of record, claims are
copied from a patent and all of these claims
are rejected there results a situation where two
different . periods for response are running
against the application. One period, the first,
is the regular statutory period of the unan-
swered rejection of record, the other period is
the limited period set for nse to’' the re-
jection (either first or final), established under
rule 206. The date of the last unanswered
Office action. on the claims other than the
copied patent claims is the controlling date of
the statutory period. (Ex parte Milton, 164
Ms. D. 1, 63 I?SPQ 132 and Ex parte Nelson,
164 Ms. D. 361, 26 J.P.O.S. 564.) = See also
§ 1101.02({). ,

710.05 Period Ending on Saturday,
Sunday or Holiday [R-45]
85 U.8.C. 21. Day for taking action falling on Satur-

day, Sunday, or holiday. When the day, or the last
day, for taking any action or paying any fee in the

~p= United States Patent and Trademark Office falls on

Saturday, Sunday, or a holiday within the Distriet
of Columbia, the action may be taken, or the fee paid,
on the next succeeding secular or business day.

Rule 7. Times for taking action; expiration on Satur-
day, Sunday, or holiday. Whenever perlods of time
are specifiedd in these rules In days, calendar days are
fntended. When the day, or the last day, fixed by stat-
ute or by or under these rulez for taking any action or

~p= paying any fee in the Patent and Trademark Office falls

on Saturday, Sunday, or on a holiday within the Dis-
trict of Columbia, the action mas be taken, or the fee
paid, on the next succeeding day which is not a Satur-
day, Sunday, or a holiday. See rule 304 for time for
appeal or for commencing civil action.

As of January 1, 1971, the holidays in the
District of Columbia are: New Year's Day,
January 1; Washington’s Birthday, the third
Monday in February; Memorial Day, the last
Monday in May; Independence Day, July 4;
Labor Day, the first Monday in September;
Columbus Day, the second Monday in October;
Veterans’ Day, the fourth Monday in October;
Thanksgiving Day, the fourth Thursday in
November; Christmas Day, December 25; In-

1l

every four years).
nday, the fol-

1ls on 2 Satui'day, ‘the
ing day, Friday, is considered to be a holi-

reced

gay w

ithin the District of Columbia and the

Patent and Trademark ‘Office will be closed for <¢—

business on that day (5 U.S.C. 6103). Accord-
ingly, any action or fee due on such a holiday
Friday or Saturday is to be considered timely
if the action is taken, or the fee paid, on the next
succeeding day which is not a Saturday, Sun-
day or a holiday. o

‘When an amendment is filed a day or two
later than the expiration of the period fixed by
statute, care should be ‘taken to ascertain
whether the last day of that period was Satur-
day, Sunday or a holiday in the District of
Columbia, and if so, whether the amendment
was filed or the fee paid on the next succeed-
ing day which is not a Saturday, Sunday or a -
holiday. ' ' o

An amendment received on such succeeding ..

day which was due on Saturday, Sunday or a
holiday is endorsed on the file wrapper with
the date of receipt. The Saturday, Sunday
and/or holiday is also indicated.

710.06 Miscellaneous Factors Deter-
mining Date [R-26]

Where the citation of a reference is incorrect
and this error is called to the attention of the
Office before the expiration of the period for
response, a new period for response starts from
the date of the Office letter giving the correct
citation and forwarding the correct copy. The
previous period is restarted regardless of the
time remaining. See § 707.05(g) for the manner
of correcting the record where there has been
an erroneous citation.

Where for any reason it becomes necessary
to remail any action (§707.13), the action
should be correspondingly redated, as it is the
re-mailing date that establishes the beginnin
of the period for response. Ew parte Gourtoft,
1924 C.D. 153; 329 O.G. 536.

A supplementary action after a rejection ex-

laining the references more explicitly or giv-
ing the reasons more fully, even though no
further references are cited, establishes a new
date from which the statutory period runs.

1f for any other reason an (gﬂ‘ice action is
defective in some matter necessary for a proper
ress)onae, applicant’s time to respond begins
with the date of correction of such defect.

711 Abandonment [R-45]

Rule 135. Abandenment for failure to respond within
time limit. (a) 1f an applicant fails to prosecute his

Rev. 45, July 1975



stantially a complete response to t
but consideration of some reatter ¢

p
>

L]

Trademark. Office a. written, declaratwn

ment signed by the applicant himself and

of record, if any, and identifymg the apphmtia

cept as. provxded in Rule 262 an applicanon may 4
be expressly abandoned by filing a written declara-
tion of abandonment signed by the attomey or agent
of record. Express abandonment 'of the application may
not be recognized by the Office unless it is actually re-
ceived by appropriate officials in time to act thereon
before the date of fssue. ‘

Abandonment may be either of the invention
or of an application. This discussion is con-
cerned with abandonment of the application
for patent.

An abandoned '1pphcat10n, in accordance
with rules 135 and 138, is one which is re-
moved from the Office dOcket of pending cases
through:

1. formal abandonment ' '

a. by the applicant, himself ( acqmesced in
bv the assignee i f there be one), or

_b. by the attorney or agent of record (in-

cluding an associate attorney or agent ap-

pointed by the principal attorney or agent
and whose power is of record but not includ-

inga reglstered attorney or agent acting in a

representative capacity under rule 34(a)) ; or

2. failure of applicant to take appropriate
action within a specified time at some stage in
the prosecution of the case.

Where an applicant, himself, formally aban-
dons an application and there is a corporate as-

sigmee, the acquiescence must be made through

an officer whose official position is indicated,
See 8712 for abandonment for failure
to pay issue fee.
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erests ef thy pp,hcant
ing a declaration of exp

bandonment of a

patent application. Moreover, special care
 should be tak s B

to insure that the ‘appropriate

; tly id¢ ed in ithe letter

n pproprlate
£ reco ition
' date

; : pphcatmn wﬂl be
in~ accordance w1th the request ‘once’ it is
recognized. =

Action in recogmtlon of an express abandon-
ment may take the form of an acknowledgment
by the eXanuia: ot the Patent Issue Division of
the receipt of the express abandonment, indicat-
ing that it is in compliance with rule 138.
Alternatively, recognition may be no more than
the transfer of drawings to a new application

pursuant to instructions which include a request -

to abandon the application containing the draw-
ings to be transferred (see rule 60 and § 608.
02(i)).

Tt is suggested that divisional applications
being submitted under rule 60 be reviewed be-
fore filing to ascertain whether the prior ap-
plication should be abandoned. Care should be
exercised in sitautions such as these as the Office
looks on express abandonments as acts of de-
liberation, intentionally performed.

Appllcauons may ge expressly - abandoned
as provided for in rule 138. When a letter
expressly abandoning an application (not in
issue) is received, the examiner should acknowl-
edge receipt thoreof indicate whether it does or
dggs not comply with the requirements of rule
1

If it does comply, the examiner should re-
.Eond by using form POL-327 and by checking

e appropriate boxes which indicate that the
letter is in compliance with rule 138 and that
the application is being forwarded to the
Abandoned Files Unit. The examiner’s signa-

-gd




ture may @ppgar, at the bottom of theform 5 .

such a letter does not comply with the require-
- ments of rule 138, a fully explanatory letter
should be sent. ' . f ,

In view of the doctrine set forth in Ex parte

Lasscell, 1884 C.D. 66; 29 O.G. 861, an amend-
ment canceling all of the claims, even though
said amendment is signed by the applicant
himself and the assignee, is not an express
abandonment. Such an amendment is re-
garded as non-responsive and should not be
entered, and applicant should be notified as
explained in §§714.03 to 714.05. But see
§ 608.02(i) for situation where application iIs
abandoned along with transfer of drawings to
a new application. ,

An attorney or agent not of record in an ap-
plication may file a withdrawal of an appeal
under rule 34 (a) except in those instances where
such withdrawal would result in abandonment
of the application. In such instances the with-
drawal of appeal is in fact an express abandon-
ment and does not comply with rule 138.

An express abandonment signed with a firm
name is properly acceptable only if the power
of attorney naming the firm was filed prior to
July 2, 1971 and has not been revoked.

92.1

- reason except mistake on the part of the Office,

71102

PLICATIONS
 ArtEr NoticE bE ALLOWANCE ‘
Letters of abandonment of allowed applica-

_ tions are acknowledged by the Patent Issue
Division.

Rule 313 provides that an allowed applica-
tion will not be withdrawn from issue except by
approval of the Commissioner, and that after
the first portion of the issue fee has been paid
and the patent to be issued has received its date
and number, it will not be withdrawn for any

or because of fraud or illegality in the applica-
tion, or for interference. In cases where the
second paragraph of rule 313 precludes giving
effect to an express abandonment, the appropri-
ate remedy is a petition under rule 183, show-
ing an extraordinary situation where justice re-
quires suspension of rule 313.

The Defensive Publication Program is set
forth in § 711.06.

711.02 Failure To Take Required Ac-
tion During Statutory Period
[R-20]

Rule 135 specifies that an application be-
comes abandoned if applicant “fails to prose-
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as the condi-
n the statu-

tion of the case may requi

Abandonment by entire failure to respond
presents no problems. 3

Nor is there ordinarily any particular diffi-
culty when an amendment reaches the Office
(not the group) after the expiration of the
statutory period. The case is abandoned and
the remedy is to petition to revive it. The ex-
aminer should notify the applicant or attorney
at onece that the application has been aban-
doned by using form letter POL-327. The
proper boxes on the form should be checked
and the blanks for the dates of the ,proimsed
amendment and the Office action completed.
The late amendment is endorsed on the file
wrapper  but not formally entered. (See
§714.17.) > R TR

To pass on questions of abandenment, it is
essential that the examiner know the dates
that mark the beginning and end of the statu-
tory period under varying situations. Appli-
cant’s response must reach the Office within the
set statutory period for reply dating from the
date stamped on the Office letter. See §§ 710
to 710.06.)

711.02(a)

Insufficiency of Response

[R-35]

Abandonment may result from a situation
where apglicant’s replfr is within the period for
response but is not fully responsive to the Office
actilon. But see § 710.02(c), par. (e¢}. Seealso
8§ 714.02 to 714.04.

711.02(bh) Special Situations Involv-
ing Abandonment [R—45]

The following situations involving questions
of abandonment often arise, and should be spe-
cially noted:

1. Copyving claims from a patent when not

—ssuggested by the Patent and Trademark Office

does not constitute a response to the last Office
action and will not save the case from abandon-
ment, unless the last Office action relied solely
on the patent for the rejection of all the claimg
rejected in that action,

2. A case may become abandoned through
withdrawal of, or failure to prosecute, an ap-
peal to the Board of ,f,\,f);muls. See 22121501 to
1215.04. B

93

: sIT [ ‘putting the case
in condition for issue or fully responsive to the

Board’s decision. Abandonment results from
failure to perfect an appeal as required by
C.C.P.A. Rule 25. See §§ 1215.05 and 1216.01.

4. Where claims are suggested for interfer-
ence near the end of the period for response
running against the case, see § 1101.01(n).

5. When drawings are transferred under
rule 88. See § 608.02(i).

711.02 (c) Termination of Proceed-
ings - [R-23] '

*Termination of proceedings” is an expres-
sion found in 35 U.S.C. 120. 'As there stated,
a second application is considered to be co-
pending with an earlier case if it is filed before
(a) the patenting, (b) the abandonment of, or

(¢) cther termination of proceedings in the

earlier case. “Before” has consistently been
interpreted, in this context, to mean “not later
than”.

In each of the following situations, proceed-
ings are terminated:

1. When the issue fee is not paid and the ap-
plication is abandoned for failure to pay the
issue fee, proceedings are terminated as of the
date the issue fee was due and the application is
the same as if it were abandoned on that date
(but if the issue fee is later accepted, on petition,
the application is in a sense revived). See § 712.

2. 1f an application is in interference involv-
ing all the claims present in the application as
counts and the application loses the interfer-
ence as to all the claims, then proceedings on
that application are terminatad as of the date
appeal or review by civil action was due if no
appeal or civil action was filed.

3. Proceedings are terminated in an applica-
tion after decision by the Board of Appeals
as explained in § 1214.06.

4. Proceedings are terminated after a deci-
sion by the court as explained in §§ 1215.05 and
1216.01.

711.03 Reconsideration of Holding of
Abandonment; Revival

When advised of the abandonment of his
application, applicant may either ask for recon-
sideration of such holding, if he disagrees with
it on the basis that there is no abandonment in
fact ; or petition for revival under rule 137,
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; ay deny that his response was
incomp]e ' kRS D H f,;‘," R PR

- While the primary exan , 1th
to act upon an ’apgliqatibh in which no action by
applicant was taken during the period for re-
sponse, he may reverse his holding as to whether
or not an amendment received during such
period was responsive and act on a case of such
character which he has previously held aban-
doned. This is not a revival of an abandoned ap-
plication but merely a holding that the case was
never abandoned. See also.§ 714.03.

711.03(b) Holding Based on Failure
R " 'To Respond Within Period

When. .an, amendment reaches. the Patent
= and Trademark Office (not the examining
group) after the expiration of the period for
response and there is no dispute as to the dates
involved, no question of reconsideration of a
holding of abandonment can be presented.

"However, the examiner and the applicant
may disagree as to the date on which the period
for response commenced to run or ends. In this
situation, as in the situation involving suffi-
ciency of response, the applicant may take issue
with the examiner and point out to him that
his holding was erroneous.

711.03(c) Petitions Relating to Aban-
donment [R—45]

Rule 137. Revival of abandoned application. An ap-
plication abandoned for fallure to prosecute may be
revived as a pending applieation if it is shown to the
satisfaction of the Commissioner that the delay was
unavoidable. A petition to revive an abandoned ap-
plication must be accompanied by a verified showing
of the causes of the delay, by the proposed response
unless it has been previously filed, and by the petition
fee.

A decision on a petition to revive an aban-
doned application is hased solely on whether a
satisfactory showing has been made that the
delay was unavoidable (35 17.8.C. 133). A peti-
tion to revive is not considered unless the peti-
tion fee and a proposed response to the last
Office action has been received (rule 137).
While a response to a non-final action may be
either an argument or an amendment under
rule 111, a response to a final action “must in-
clude cancellation of, or appeal from the rejec-
tion of, each elaim so rejected” under rule 113,
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‘examiner has no authority
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_quired for consideration of a pe
 must be either an appeal or an amendment that

posed response re-

the proposed response )
»etitiori to revive

ade,

cancels all the rejected claims or otherwise prima

 facie places’ the application in condition for

allowance. When a notice of appeal is the ap-
propriate response accompanying a petition to
revive, the brief "require‘c? by rtiglehlp;fz’ris -due
within two months from the ‘date the petition to
revive is granted. In those situations where
abandonment occurred because of the failure to
file an appeal brief, the proposed response, re-
quired for consideration of a petition to revive,
must include a brief accompanied by the proper

‘The granting of ‘a petition to revive does not
serve in any way as‘a determination that the
proposed response to the Office action is com-
pletely “ responsive. Revived  applications are
forwarded to the examiner to determine. the
completeness of the ' proposed. response. Such
applications must be taken up Special. If the
examiner determines that the response is com-
plete, he should promptly take the case up for
action. If the proposed response is not a com-
plete response to the last Office action, the ex-
aminer should write a letter to the applicant
informing him of the specific defects in his
response and set a one-month time limit for
applicant to complete his response. If the appli-
cant does not complete his response within the
one-month 1limit, the application is again
abandoned. - : : R

A petition to revive an abandoned applica-
tion should not be confused with a petition
from an examiner’s holding of abandonment.
Abandonment may result not only from insuffi-
ciency of response but also from entire failure
to respond, within the statutory period follow-
ing an Office action.

Where the holding of abandonment is predi-
cated on the insufficiency of the response, or
disagreement as to controlling dates the peti-
tion from such holding comes under rule 181
and does not require a fee.

Where the applicant acquiesces in the hold-
ing of abandonment, or where the petition
from such holding is denied, applicant’s only
recourse, so far as concerns the particular case
involved, is by petition to revive,

See § 712 for a petition for late payment of the
issue fee.

Norrrearion or C1MANGE oF ADDRESS

Applieations have become abandoned as a
eonsequence of a change of correspondence ad-
dress therein, where an Office aetion is mailed
to the old, uncorrected address and fails to reach
the addressee sufficiently carly to permit him to

|
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the ‘cause of unavoidable delay must include an
adequate showing imely notification of
the change of address was filed in the applica-
tion concerned, and in a manner reasonably cal-
culated to call attention to the fact that it was
a notification of a change of address. The mere
inclusion, in a paper. filed in an application for
another purpose, of an address differing from
the previously provided correspondence address,
without mention of the ‘fact that an ‘address
change was being made, ordinarily will not:be
considered sufficient notification of a change of
address. If no such notification was filed, or was
filed belatedly, the showing must include an ade-
quate explanation of that failure or delay. A
showing that notification was made on a paper
filed in the Patent and Trademark Office list-
+ ing plural applications as being affected will not
be considered to constitute a proper notification.

Orrice Action—TrELy Respoxse
L, The Patent and Trademark Office has been

receiving an excessively large volume of peti-
tions to revive based primarily on the late filing
of amendments and other responses to official
actions. Many of these petitions indicate that
the late filing was due to unusual mail delays;
however, the records generally show that the
filing was only two or three days late.

In order to alleviate, for applicants and the
Cffice, the problems and expenditures of time
and effort occasioned by abandonments and peti-
tions to revive, it is suggested that responses to

™ official action be mailed to the Patent and Trade-

h’mark Office at least one, and preferably two,
week(s) prior to the expiration of the period
within which a response is required. This sug-
gestion is made in the interest of improving ef-
ficency, thereby providing better service to the
public.

Coxprrionar, Perition To Revive

Since applications that become abandoned un-
intentionally present burdens to both the Patent

== and Trademark Office and the applicant. a sim-
plified procedure has heen devised to alleviate
these burdens when the abandoument results
from a delay in the mails. This procedure pro-
vides for an automatic petition to revive or peti-
tion to accept the delayed payment of issue fee.

It is suggested that when a communieation,
complying with the circumstances enumerated

- helow, is mailed to the Patent and Trademark

94.1

such ihstances,i the showing of

_entan Tradem r]  dy
- the application becomes abandoned; the condi-

tional petition will become effective, subject to
the following requirements. The: petition must
include (1) an authorization to charge a deposit
account for any required fees, including the peti-
tion fee: (35 U:S.C. 41(2)7), and (2) an oath
or declaration signed by the person mailing the
communication and also signed by the applicant

or his registered attorney or agent. The word- -
ing of the petition is dependent on the type of

mail service used to forward the communication.

(1) If first:class or air mail service is used,
the oath or declaration must state that the com-
munication and petition were either placed in
the United States mail as first class or air mail,
or placed in the mail outside the United States
as air mail. Since mail handled in this manner
may reasonably be expected to reach the Patent
and - Trademark Office’ within three days of ...
posting, any mail delays beyond such time will
be considered to constitute unavoidable ‘delay e
and sufficient cause to grant a petition to revive
(85 U.S.C. 133) or a petition to accept delayed
payment of an issue fee (35 U.S.C. 151). For
example, if a response was due in the Patent
and Trademark Office on June 10, 1974, the «—
communication and conditional petition must
be posted no later than June 6, 1974 in order
for the conditional petition to be effective.
June 7, 1974 is not “more than three calendar
days prior to the due date” which is June 10,
1974.

(2) If the “Post Office to Addressee™ express <1
mail service (see § 502) is used, the oath or de-
claration must state that the communication and
petition were deposited at an Express Mail win-
dow no later than 5:00 p.m. on a day which isat
least the day preceding the due date, and were
requested to be mailed via the “Post Office to
Aadressee” Express Mail Service. Since mail
handled in this manner may reasonably be ex-
pected to reach the Patent and Trademark Of-
fice no later than 3:00 p.m. of the next workday
following its deposit before 5:00 p.m. at any
postal facility in the United States with an Ex-
press Mail window. any mail delays beyond such
time will be considered to constitute unavoid-
able delay to grant a petition to revive (85
1.8.C. 133) or a petition to accept delayed pay-
ment of an issue fee (35 U.S.C. 151).

The circumstances under which this procedure
may be used are those where the communication,
if timely filed, (1) would be a proper and com-
plete response to an action or request by the
Patent and Trademark Office, and (2) would ==
stop a period for response from continuing to
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run. Accordmgl th]S{ pr )

propnate for:
1. A response to non-final Office action.
2 ‘A response to a final Office action in th

- form of an amendment that ca.ncel all re-
- jected claims or otherwise prima facie

- places the apphcatlon in condltlon for

~allowance.

3. A notice of appeal and requ181te fee

4. é&n appeal brlef in tr1p11cate and requlslte

ee.
5. A base issue fee :

6. A balance of issue fee.

Categories 1-4 would include a condltlonal
petition to revive. Categories 5 and 6 would in-
clude a conditional petition to accept the de-
. layed Fayment of the issue fee. The boxes on

the below suggested format should be checked
accordingly.

Examples for whlch this procedure would not
be" approprlate and will not apply include. the
following types of communications when the

—pare forwar ed to the Patent and Trademar

OﬁiceA ~1
1 plication papers.
2. Apres nse to a final Office action other

than that indicated in categories 2 and 3,
above.

3. Extensions of time.

4. Petitions for delayed payment of either the
issue fee or balance of issue fee.

5. Amendments under rule 312.

6. Priority documents.

Normal petition practices are not affected in

those situations where this procedure is either

not elected or appropriate.
A suggested format for the conditional peti-

M tion where the communication and petition are

placed in the United States mail as first class
or air mail, or placed in the mail outside the

b United States as air mail is shown below :

Applicant(8) e e oo oo . [J Petition to re-
vive

Serial No. o __. [ Petition to ac-
cept de-

DateFiled - oo e layed pay-
ment of is-

FOP e e sue fee

I hereby certify that the attached commupication
i being deposited in

[J the United States mafl as firgt clags or air mail
{7 the mail outside the United States as air mail

in an envelope addressed to: Commissioner of Patents,

—pennid Trademarks Washington, D.C. 20231, on........

______ , which date is more than three (3) calendar

days prior to the due date from._ ... s ,
DY o e e as (Location)

(Name of
Individual)

b The petition fee required by 35 U S C 41 (a) 7 is au—

thorized to-be charged to Dep051t Account NO: e
inthename of ___ .. _______l ___T___ .’ __,

The undersigned declare further that all statements
made herein are true, based ‘upon ‘the ‘best ‘available
information; and further, that these statements were
made with the knowledge that willful false statements
and the like so made are punishable by fine ‘or impris-
onmernt, or both, under Section 1001 of Title 18 of the
United States Code, and-that :such wiliful -false state-
ments may jeopardize the vahdlty of the appllcatlon or
any. patent 1ssu1ng thereon. y .

Date = 8 Ll
: : (Signature of: apphcant or signa-
. ture and registration number of
o Registered Representative)
- ) a And -
Date . e

' (Signature of person mailing, if

‘other than'the above)

A suggested format for the conditional peti- 7
tion where the communication and petition are
placed in the United States “Post Office to Ad-
dressee” express mail, is shown below:

Applicant(S) oo [] Petition to
Serial NO. e - revive
Date Filedo e ] Petition to
Title - accept de-
layed pay-
ment of
issue fee

I hereby certify that the attached communication is
being deposited at an express mail window in a United
States Postal Service facility and intended it to be
mailed using the Postal Service's ‘“Post Office to Ad-
dressee” express mail service in an envelope addressed
to: Commissioner of Patents and Trademarks, Wash-
ington, D.C. 20231, prior to5:00 pm.on ______________ ,
which date is at least the day preceding the due date,

at o DY e
(lecation) (Name of individual)

In the event that such communication is not timely
filed in the Patent and Trademark Office, it is requested
that this paper be treated as a petition and that the:

[J delay in prosecution be held unavoidable—33

1.8.C. 133,

7 delayed payment of the fee be accepted—35 U.8.C.
151,
The petition fee required by 35 U.8.C. 41(a) 7 is au-
thorized to be charged to Deposit Account No. e

in the nAME Of e ccveec e nm e
The undersigned declare further that all statements

made herein are true, based upon the best available
information: and further, that these statements were
made with thc.- knowledge that willful false statements
and the like so made are punishable by fine or imprig-
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onment, or both, under
United States Code, and that such willful false state-
mentz may jeopardize the validity of the application or
any patent issuing thereon. : i

(Signature of applicant or signa-
ture and registration number of

Registered Representative)
- Apd

(Signature of person mailing, if
other than the above)

The procedure for handling applications be-
coming abandoned due to late filing of a com-
munication having a conditional petition at-
tached thereto is as follows:

1. Forward the papers and the application file
wrapper to the Office of the Deputy Assistant
Commissioner for Patents, Room 4-11E14.

2. Do not mail a form POL-327 or forward
the file wrapper to the Abandoned File Unit.

3. In the event that the application is revived,
the file wrapper will be returned to the forward-
ing group for further action.

711.03(d) Examiner’s Statement on
Petition To Set Aside Ex-
aminer’s Holding [R-23]

Rule 181 states that the examiner “may be
directed by the Commissioner to furnish a
written statement within a specified time set-
ting forth the reasons for his decision upon the
matters averred in the petition, supplying a
copy thereof to the petitioner”. Often, how-
ever, the question is passed upon without a
statement being requested, if the issue raised
is clear from the record. TUnless requested,
such a statement should not be prepared. See
£ 1002.01.

711.04 Disposition of Abandoned Ap-
plications [R-23]

Eztract from Rule 1. Abandoned applications may
be destroyed after twenty years from their filing date,
except those to which particular attention has been
called and which have been marked for presgervation.
Abandoned applieations will not be returned.

As explained in § 1302.07, a retention label is
used to indicate applications not to be de-
stroved.

711.04(a) Pulling and Forwarding
[R-23]

The files and drawings of abandoned applica-
tions are pulled and forwarded to the Xhan-
doned Files Unit on a bi-weekly basis in ae-
cordance with the chart in Seetion 505.15(1) of
the Manual of Clerical Procedure.

94.3

1001 of Title 18 of the

~of files containing a decision of the Board of

711.06

 They should be carefully scrutinized by the

appropriate examiner to verify that they are
actually sbandoned. A check should be made

Appeals for the presence of allowed claims to
avoid their being erroneously sent to the Aban-
doned Files Unit.

711.04(b) Ordering Abandoned Files
[R-37]

Abandoned files may be ordered by examiners
by sending (through the messenger service) a
completed Form PO-125 to the Abandoned
Files Unit. The name and art unit should ap-
pear on the form and the file will be sent to him
through the messenger service.

Abandoned files more than ten years old
which have not been marked for permanent
retention are stored in a nearby Federal Rec-
ords Center. Orders for these old files require
at least two days for processing. The file should
be returned promptly when it is no longer
needed.

CXPEDITED SERVICE

Examiners may expedite service by ordering
abandoned files by telephone (Ext. 73181).

711.05 Letter of Abandonment Re-

ceived After Application Is
Allowed [R—42]

Receipt of a letter of abandonment while an
application is allowed, is acknowledged by the
Patent Issue Division.

An express abandonment arriving after the
issue fee has been paid and the patent to issue
has received its date and number will not be
accepted without a showing of one of the rea-
sons indicated in rule 313 (b), or else a showing
under rule 183 justifying suspension of rule 313.

711.06 Abstracts, Abbreviatures and
Defensive Publications [R-41]

ABSTRACTS

Abstracts were prepared in accordance with
the Notice of January 25, 1949, 619 O.G. 258,
Each abstract includes a summary of the dis-
closure of the abandoned applieation, and in ap-
plications having drawings, a figure of the
drawing. The puglication of such abstracts was
discontinued in 1953.

ABBREVIATURES

Abbreviatures were prepared in accordance
with the procedure indicated in the Notice of
October 13, 1964, 808 O.(r. 1. Each abbrevia-
ture contains a specific portion of the disclos-

Rev. 45, July 1975




- Derexsive PuBLICATIONS

+87.CFR 1.139. Waiver of patent rights. An applicant
may waive his' rights to an enforceable patent based
oti n pending patent application by filing in the Patent
and Trademark Office a written waiver of patent
rights, a consent to the publication of an abstract, an
aathorization to open the complete application to in-
spection by ' the general ‘public; and a’'declaration of
abandonment signed by the applicant and the assignee
of record or by the attorney of agent of record.
.~ A. Defensive Publication Program

'An applicant may request to have an abstract
of the technical disclosure of his application
published as a defensive publication abstract
under §1.139. The request may be filed only
f(ll) while a pending application is awaiting the

rst Office action 1n t,l;at -application or (2)
within 8 months of the earliest effective U.S.
filing date if a first Office action has been issued
and responded to within said 8 month period.
The application is laid open for public inspec-
tion ans the applicant provisionally abandons
the application, retaining his rights to an inter-
ference for a limited period of five years from
the earliest effective U.S. filing date. )

The defensive publication of an application
precludes a continuing application (divisional,
continuation-in-part, or continnation) filed un-
der 35 U.S.C. 120 from being entitled to the
benefit of the filing date of the defensively pub-
lished application unless a continuing applica-
tion is filed within thirty (30) months after the
earliest effective U.S. filing date. Where a simi-
lar application is not filed until after expiration
of the thirty (30) month period, the application
is examined, but it may not claim the benefit of
the earlier filing date of the defensive publica-
tion application. The examiner should require
the cancellation of any claim or statement in-
tended to obtain the benefit of the earlier filing
date in such cases, objecting to its inclusion on
the ground of estoppel.

If a first continuing application is filed within
30 months from the éur{icﬁt 17.S. effective filing
date of the application published under the De-
fensive I’l.tb]]iczltion Program, later copending
continuing applications (such as divisions if
restrietion is reqnirved during the prosecution of
the first continuing application) are not barred
and may be filed during the pendeney of the
first continuing application, cven though
beyond the 30 month period, without loss of the

. An application having therein a request for

examiner.”

defensive publication is taken up special by the
examiner, and if acceptable, the application is
processed - promptly - for publication of the
abstract and opening of the application to the
public. A: request for defensive publication can-
not be withdrawn after it has been approved by
the supervisory primary examiner.
- No fee is required for the defensive publica-
tion of anapplication.: - o o s
.- The ‘Defensive  Publication Abstract and a
selected figure of the drawing, if any, are pub-
lished in the Official Gazette. Defensive Publica-
tion: Search  Copies, ' containing the defensive
publication abstract and suitable drawings, if
any, are provided for the application: file, the
~f1i’1ublic Search Room and the examiner’s search
-'The defensive publication application files
are ‘maintained in the Record Room after
publication. o AR

B. Requirements for a Statement Requesting
: - Defensive Publication .

An application may be considered for defen-
sive publication provided applicant files a
request under § 1.139 agreeing to the conditions
for defensive publication. It is preferred that
the request be filed as a separate paper. The
statement requesting publication should: (1} be
signed by the assignee of record, or by the attor-
ney or agent of record, or by the applicant and
the assignee of record, if any; (2) request the
Commissioner to publish an abstract of the dis-
closure in the O.G.; (8) authorize the Commis-
sioner to lay open to public inspection the com-
plete application upon publication of the ab-
stract in the O.G.; (4) expressly abandon the
application to take effect 5 years from the ear-
liest U.S. effective filing date of said application
unless interference proceedings have been ini-
tiated within that period; and (5) waive all
rights to an enforceable patent based on said
application as well as on any continuing appli-
cation filed more than 30 months after the ear-
liest effective U.S. filing date of said applica-
tion. unless the continuing application was co-
pending with an earlier continuing application
which was filed within 30 months after the ear-
liest effective ULS. filing date.

C. Requirements for Defensive Publication

The examiner should scan the disclosure of
the application to the cxtent necessary to deter-
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the selected figure Ofthe dra

stract should be entitled “Defensive Publication
Abstract” and may contain up to 200 words and
be an expanded: version of the abstract required
under 37 CFR1.72(b). e T T R
.. The request for defensive publication is disap-
proved if (1) there is'some informality in the
application or drawings, (2) the requirements
of the statement requesting defensive publica-
tion as described in B above have not been met,
or (3) the subject matter of the application is
not considered suitable for publication because:
(a) it involves national security; (b) it is con-
sidered advertising, frivolous, scandalous, lack-
ing utility, or against public policy, ete., or (c)
the disclosure is clearly anticipated by readily
‘available art, and publication would not add
anything to the fund of public knowledge (mat-
ters of A)&tentability are generally not consid-
ered and no search is made). g
. If there are defects in the request for de-
fensive publication which cannot ‘be corrected
bg' Examiner’s Amendment, the examiner
should notify applicant in writing, usuall
giving the reasons for disapproval and indi-
cating how corrections may be made. Appli-
cant is given a period of one (1) month within
which to make the necessary corrections. Fail-
ure to correct a defect as required results in non-
acceptance for defensive publication, and in
resumption of the prosecution of the applica-
tion by the Office in its regular turn.

In those instances, however, where the sub-
ject matter is not suitable for publication, the
request may be disapproved without explana-
tion. Under these circumstances, the examiner’s
letter is first submitted to the group director for
approval. ,

Petition may be taken to the Commissioner
from the disapproval of a request for defen-
sive publication.

cre the request is apparently fatally de-
fective and involves subject matter not con-
sidered suitable for publication, for example,
advertising, frivolous, lacking utility, etc., or is
clearly anticipated by readily available art,
the examiner should generally examine the
application and prepare a complete Office ac-
tion when notifying applicant.

D. Formal Requirements of a Defensive
Publication Application
Correction is required by the examiner of
informalities listed by the Application Division
and by the Draftsman before approval of the
request for defensive publication. Informali-
ties of the drawing are listed on the Notice of
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selecte e drawing, if any, ade.
quately reflect the ,,tech'niCa.l%tdisbloéure. 'flyhe;;ab- .

eation are noted on the Notice of Informal

Patent Application. A letter notifying an z(xip~
_plieant of the informalities in a request for de-
fensive publication should end with the follow-

ing paragraphs: .
“The request for defensive publication has
not been approved in view of the noted infor-
malities. APPLICANT IS GIVEN ONE (1)
MONTH WITHIN WHICHTO MAKE THE
CORRECTIONS NECESSARY FOR PUB-
LICATION. ... .. fiption :

- Failure to respond within the set period will
result in resumption of the prosecution of the
application in the normal manner.” :

Where the heading “Defensive Publicatio
Abstract” has been omitted, it is inserted by
a letter in the form of an Examiner’s Amend-
ment, as are other corrections to the abstract.
The examiner has the authority to add to the
abstract ‘reference numerals of the figure se-
lected for the O.G., and to designate a figure of
the drawing for printing in the O.G., or to
change the selection made by applicant by a let-
ter in the form of an Examiner’s Amendment.
" Informalities noted by the Draftsman on the
Notice of Informal Patent Drawings should be
corrected where appropriate and should be
handled as follows: The examiner notes in pen-
cil in the left margin of the drawing the num-
ber of the ﬁg‘ure selected for defensive publica-
tion in the O.G. and returns the drawing with
the file to the Draftsman for further considera-
tion in view of the request under rule 139.
Although the selected figure itself must meet all
the drawing standards, the Draftsman may
waive requirements as to the remaining figures
which need be formal only to the extent of
being sufficiently clear for reproduction, The
Draftsman will note on the drawing and all
copies of the Notice of Informal Patent Dravw-
ings “Approved for Defensive Publication
Only”. (Ef the application is later passed to
issue, afl drawing informalities must be cor-
rected). If the drawing correction requires
authority from the applicant, the examiner
notifies him in writing that the request under
§ 1.139 is disapproved until authorization for
correction is received.

E. Preparation of an Application for Defensive
Publieation

After determining that the application is
acceptable for defensive publication the exam-
iner indicates which papers, if any, are to be
entered. Amendments accompanying the request
are not entered until approved by the exammer.
If filed after receipt of the request, amend-
ments will be placed in the file, but will not be
entered unless the subject matter of the amend-

aterit Dra,wmﬁs and defects of the
e




, Publication Retention Label
sntifies. Defensive  Publication Applieations
1ily and is affixed by the examiner in the space
on the file wrapper reserved for the retention
e¢l. Patent Issue Division eompletes the date
of ‘gu ishing and O.G. citation of the Defensive
Publication Retention Label.
In the spaces titled “Prep. for Issue” and
“Kxamined and Passed for Issue” the word
“Issue™ 1s changed to—Def. Publ.—by the ex-
aminer before signing. (The clerk’s signature
1s not necessary).

The “blue issue” slip is used on defensive
publication applications and is completed in the
usual manner except that in the space desig-
nated for the Patent Number the examiner
writes “Defensive Publication”. Cross refer-
ences are designated only in those subclasses
where the examiner believes the subject matter
will be of significant interest to warrant it.

With respect to the drawings the procedure
is the same as for allowance and the examiner
fills in the appropriate spaces on the margin, in
the Draftsman’s “Approved” stamp area.

F. Citation of Prior Art in a Defensive
Publication Application

Since the defensive publication procedure
makes the disclosure of an application avail-
able to the public, usually before it or any con-
tinuing appiication is patented, citation of
prior art under § 1.291 by any person or party
is accepted for consideration in the event ex-
amination is subsequently conducted. Such ci-
tation is endorsed on the file wrapper “Con-
tents” by the Record Room, for the convenience
of the examiner when preparing the applica-
tion or a continuing application of such an
application for allowance.

G. Defensive Publication Application
Interferences

_During the five year period from its earliest
.S, effective filing date, interferences may
be declared hetween defensive publication ap-

! ~defens ication appl
e substantially the same subject matter

he d claims, the allowed claims should
be suggested for interference purposes to the
defensive publication application if "‘these
claims: would be allowable therein. = -
- Abandonment of a defensive publication ap-
plication will be stayed during the period be-
inning with the suggestion of ‘claims; or the
filing pied from a patent and end-
g with the ie
proceedings or the m
fusing the interference , S

Termination of the interference in favor of
the defensive publication application would
render the express abandonment ineffective but
would not result in the issuance of an enforce-
able patent. The examiner cancels by exam-
iner’s amendment all the claims in the case
except those awarded to applicant and sends the
case to issue. The Notice of Allowance in these
cases will be accompanied by a statement in-
forming the applicant that when the issue
fee is remitted, a disclaimer of the entire term
of the patent to be granted, must be included
in accordance with 35 U.S.C. 253.

Distinct numbers are assigned to all Defen-
sive Publications published after December 16,
1969, for example.

T 869

ng. of a decision, re-

001—
Number series, 001-399 avail-
able monthly.
L—— 3—0.G. volume number,
L y—Document category, T for
Technical disclosure.

Defensive Publications are included in sub-
class lists and subscription orders. The distinct
numbers are used for all official reference and
document copy requirements.

A conversion table from the application
serial number to the distinct number for all
Defensive Publications published before De-
cember 16, 1969 appears at 869 O.G. 687, [R-49]

711.06(a) Citation and Use of Ab-
stracts, Abbreviatures and
Defensive Publications as
References [R-49]

Tt is important that abstracts, abbreviatures
and defensive publications (0.G. Defensive
Publication and Defensive Publication Search
Copy) be referred to as publications.

Rev. 49, July 1976
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‘a reference under 35 US C. 102(9,), oy i Toommeso
fmm the actual date of ﬁlmg in the ; ' , A A

Th%e pubhcatlons may be used alone or'in
combination with other prior art in re]ectmg
claims under 35 U.S.C. 102 and 103. 7 12 Abandonment for Fallure To Pay
Defensive Publications are listed with “U.S. ; Issue Fee i [R—49]
Patent Documents.” Abstracts and Abbrevia- .
37 CFR 1. 316’ Applwatum abcmdoned for failure to ——
tures are listed under “Other REfemnceS” n the pay issue fee. (a)! If the fee specified'in ‘the notice of al-

citation thereof as follows: : Eeal g lowanee is not paid within three months from the date
(a) Abstractsand Abbl'eVlatﬂgl‘% STy : of the notice the application will be regarded as aban-

FW
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no abandonment had ever occurred if upon petition the

delay in payment is shown to have been unavoidable.
The petition to accept the delayed payment must be
accompanied by .the issue fee or portion thereof speci-
fied in the notice of allowance, unless it has been pre-
viously submitted, the"fee‘ for delayed: payment, and a
showing .in ‘the form of an. oath or declaration as to
the causes -of the delay. e R

Rule 317. Lapsed patents; delayed payment of balance
Cof issuc fee. o "
(2) Any remaining balance of the issue fee is to be

paid within three months from the date of notice
thereof and, if not paid, the patent will lapse at the
termination of the three month period. =

(b) The Commissioner may accept the late payment
of the balance of the issue fee after the three month
period as though no lapse had ever occurred if upon

. petition the delay in payment is shown to have been
unavoidable. The petition to accept the delayed pay-
ment must be accompanied by the remaining balance
of the issue fee specified in the notice, unless it has
been previously submitted, the fee for delayed payment,
and a showing in the form of an oath or declaration
as to the causes of the delay.

Presentiy, the failure to pay the base issue fee
results in the abandonment of the application.
The failure to pay the balance issue fee results
in the lapse of the patent. When the three

L, months’ period within which the base issne fee

might have been paid has expired, the file is
returned by the Patent Issue Division to the
examining group. Certain clerical operations
are performed and the file and drawing are for-
warded to the Abandoned Files Unit. When the
issue fee is not paid and the application is aban-
doned, proceedings are terminated as of the date
the issue fee was due. The application is aban-
doned on that date (but if the issue fee is later
accepted, on petition, the application is in a

‘ [ sense revived). When the three month period

within which the balance issue fee might have
been paid has expired the file remains in the
Record Room. The term of the patent ends as of
the date the balance issue fee was due (but if
the balance issue fee is later accepted, the term
of the patent is reinstated.) It is possible to
petition the Commissioner to have an issue fee
accepted after the expiration of the three month
period. Such a petition must be supported by a
showing in the form of an oath or a rule 68
declaration as to the cause of the delay. and
accompanied by the proper isstie fee (if not pre-
sented earlier), and the fee for late payment.

. L, [R-46]

. senting matters for the latte
/is considered an interview. .

ttorney, or agent before the examiner pre-
r's consideration

The personal appearance

713.01  General Policy, How Con-
ducted [R-43] =
» ‘Rule 138.. Interviews.  (a). Interviews with exam-
iners concerning applications and.other matters pend-
ing before. the. Office must be bad. in the examiners’
rooms at such times, within office hours, ag the respec-
tive examiners may designate. Interviews will not be
permitted at any .other time -or. place without. the
authority of the Commissioner. Interviews for the dis-
cussion of ‘the patentability -of. pending applications
will not be had before the first official action thereon.
Interviews should be arranged for in advance. - ,
~.(b). In .every.instance where reconsideration is re-
quested -in view of .an interview with an examiner, a
complete written statement of the reasons :presented
at the interview ‘as-warranting favorable action must
be filed by the applicant. An interview does not remove
the necessity for response to Office actions as specified
in rules 111,135.

Interviews are permissible on any working
day except during periods of overtime work.

An interview should normally be arranged
for in advance, as by letter, telegram or phone
call, in order to insure that the primary exam-
iner and/or the examiner in charge of the ap-
plication will be present in the Office. When a
second art unit is involved (Patentability Re-
port), the availability of the second examiner
should also be checked. (See § 705.01(f).) An
appointment for interview once arranged
should be kept. Many applicants and attorneys
plan trips to Washington in reliance upon such
appointments. When, after an appointment has
been made, circumstances compel the absence
of the examiner or examiners necessary to an
effective interview, the other party should be
notified immediately so that substitute arrange-
ments may be made.

When a telephone call is made to an examiner
and it becomes evident that a lengthy discussion
will ensue or that the examiner needs time to
restudy the situation, the eall should be termi-
nated with an agreement that the examiner will
call back at a specified time. Such a call and all
other ealls originated by the examiner should be
made through the FTS (Federal Telecommuni-
cations System) even though a collect call had
been authorized. It is he]]pfnl if amendments
and other papers, such as the letter of transmit-
tal, include the complete telephone number with
area code and extension, preferably near the
signature of the writer.,
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particularly in an involved case
An examiner’s suggestion of

ject matter may justify his indicating the possi-

ility of an interview to accelerate early agree-
ment on allowable claims. ...

An interview should be had only when the
nature of the case ‘is such that 'the interview
could serve to develop and clarify specific is-
sues and lead to a mutual understanding be-
tween the examiner and the applicant, and
thereby advance the prosecution of the applica-
tion. " Thus the attorney when presenting him-
self for an interview should be fully prepared
to discuss the issues raised in the Office action.
When it is obvious that the attorney is not so
prepared, an interview should not be permitted.

Examiners should ‘avoid unnecessary inter-
ruptions during “interviews with attorneys or
inventors. In this regard, examiners should
notify their receptionist, immediately prior to
an interview, to not complete incoming tele-
phone calls unless such are of an emergency
nature. B

The examiner should not hesitate to state, if
such be the case, that claims presented for con-
sideration at the interview require further
search and study. Nor should the examiner
hesitate to conclude an interview when it ap-
pears that no common ground can be reached
nor when it becomes apparent that the appli-
cation requires further amendment or an addi-
tional action by the examiner.

It is the responsibility of both parties to the
interview to see that it is not extended beyond
a reasonable period, usually not longer than
thirty minutes. It is the duty of the primary
examiner to see that an interview is not ex-
tended beyond a reasonable period even when
he does not personally participate in the
interview.

During an interview with an applicant who
is prosecuting his own case and is not familiar
with Office procedure the examiner may make
sug%estions that will advance the prosecution
of this case; this lies wholly within his discre-
tion. Too much time, however, should not be
allowed for such interviews.

Examiners may grant one interview after
final rejection, See § 713.09,

Where the response to a first complete action
includes a request for an interview or a tele-

hone consultation to be initiated by the exam-
iner, or where an out-of-town attorney under
similar circumstances requests that the exam-
iner defer taking any further action on the case

~ered: the effect of the re
- such request if it appears that the interview or
consultation would result in-expediting the case

t is not beyond the date
‘action: would normally be

n), the examiner, as soon as he has consid-
onse, should grant

to a final action. = S arrantiite e
““Where agreement is reached as a result of an
interview. applicant’s representative should be
advised that an amendment pursuant to the
ment should ‘be promptly submitted. If
the amendment prepares the case for final ac-
tion, the examiner should: take the case up as
special. If not, the case should await its turn.
_ Consideration of a filed amendment may be
had by hand delivery of a duplicate copy of said
amendment. .. . .. . o ,
... Early communication of the results of the
consideration should be made to applicant; if
requested, indicate on attorney’s copy any agree-

ment; initial and date both copies.
. Although entry of amendatory matter usu-
ally requires actual presence of the original
paper, examiner and clerical processing should
proceed as far as practicable based on the dupli-
cate copy. The extent of processing will depend
on each amendment. ’ o
The substance of any interview, whether in
erson or by telephone must be made of record
in the application. See § 713.04.

ExaMINATION BY ExamMiner OrHER THAN THE
OxeE Wno ConNpucTep THE INTERVIEW

Sometimes the examiner who conducted the
interview is transferred to another group or
resigns, and the examination is continued by
another examiner. If there is an indication
that an interview had been held, the second
examiner should ascertain if any agreements
were reached at the interview. Where condi-
tions permit, as in the absence of a clear error
or knowledge of other prior art, the second
examiner should take a position consistent
with the agreements previously reached. See
§ 812.01 for a statement of telephone practice in
restriction and election of species situations.

713.02 Interviews Prior to First Offi-
cial Action [R-46]

Prior to filing, no interview is permitted.
However, in the examiner’s discretion, a lim-
ited amount of time may be spent in indicating
the field of search to an attorney, searcher or
inventor.

A request. for an interview prior to the
Office action is ordinarily granted in continuing
or substitute applications. A request. for an in-

fi I‘St‘.—l

until the attorney’s next visit to Washington  terview in all other applications before the first |
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action is untimely and will not be aCknow,le;dged
if written, or granted if oral ; rule 133(a). ,

SearcHING IN GrOUP

Search in the %mup art unit should be per-
mitted only with the consent of a primary
examiner.

Exrouxprvg PAaTENT LAw

The Patent and Trademark Office cannot act
as an expounder of the patent law, nor as a
counsellor for individuals.

713.03 Interview for “Sounding Out”
Examiner Not Permitted

Interviews that are solely for the purpose of
“sounding out™ the examiner, as by a local at-
torney acting for an out-of-town attorney,
should not be permitted when it is apparent that
any agreement that would be reached is condi-
tional upon being satisfactory to the principal
attorney.

713.04 Substance of Interview Must
Be Made of Record [R-—43]

A complete written statement as to the sub-
stance of any face-to-face or telephone inter-
view with regard to an application must be
made of record in the application, whether or
not an agreement with the examiner was
reached at the interview. See rule 133(b),
8 713.01.

This is further brought out by the following
Rule:

Rule 2. Businegs to be transacted in writing. All
business with the Patent and Trademark Office should
be transacted in writing. The personal attendance of
applicants or their attorneys or agents at the Patent
and Trademark Office is unnecessary. The action of the
Patent and Trademark Office will be based exclusively
on the written record in the Office. No attention will be
paid to any alleged oral promise, stipulation, or under-
standing in relation to which there is disagreement or
doubt.

The action of the Patent and Trademark
Office cannot be based exclusively on the written
record in the Office if that record is itself incom-
plete through the failure to record the substance
of interviews. )

Applicants and their attorneys or agents are
responsible for compliance with the require-
ment for a complete written statement except
in those situations in which it js agreed that
the examiner will issue an Office action upon the
application without further written response on
hehalf of applicant. In those situations, the ex-
aminer will make the substance of the interview

98.1

713.05

of record in the Office action. The examiner may
also complete the record of an interview if sig-
nificant matters are inadvertently omitted from
a written statement filed on behalf of applicant.

Noncompliance on behalf of applicant with
the above noted requirement for a complete
written statement when filing a response will
result in the applicant being given one month
from the date of the notifying letter or the re-
mainder of any period for response, whichever
is longer, to complete the response and there-
by avoid abandonment of the application (rule
135(c)).

APPLICATIONS

ExaviNEr To CHECE FOR AcCCURACY

Applicant’s summary of what took place at
the interview should be carefully checked to
determine the accuracy of any statement at-
tributed to the examiner during the interview.
(a) If there is an inaccuracy and it bears di-
rectly on the question of patentability, it should
be pointed out in the next Office letter. If
the claims are allowable for other reasons of
record, the examiner should withhold allow-
ance by means of an Ex parte Quayle action
until the record is clarified. (b) If the inac-
curacy does not bear directly on the question
of patentability, the case may be sent to issue,
if allowable for reasons of record, but the ex-
aminer should send a letter setting forth his
version of the statement attributed to him.

An inaccuracy with respect to an argument,
presented at the interview; e.g., including in
the summary of the interview an argument not
then presented, should be treated as in (a) or
(b) above.
713.05

Interviews Prohibited or

Granted, Special Situations
[R-43]

Saturday interviews, see § 713.01.

Except 1n unusual situations, no interview is
permitted after the brief on appeal is filed or
after a case has been passed to issue.

An interview may be appropriate before ap-
plicant’s first response when the examiner has
suggested that allowable subject matter is
present or where it will agsist applicant in judg-
ing the propriety of continuing the prosecution,

Office employees are forbidden to hold either
oral or written communication with an unregis-
tered or a disbarred attorney regarding an ap-
plication unless it be one in which said attorney
15 the applicant. Sce § 105.

Interviews are frequently requested by per-
sons whose credentials are of such informal
character that there is serious question as to
whether such persons are entitled to any infor-
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 the case as nearly asmaf/bemcondztwn for

proper auth
attorney of record 3 ;
in:the case or do not have )
copy of the application : MERE POWER
’1‘8 INSPECT IS NOT:SUFFICIENT AU-
THORITY FOR GRANTING AN INTER-
VIEW INVOLVING THE MERITS OF
THE APPLICATION. o0 oo i o

However, interviews may be granted to regis-
tered individuals who are known to be the local
representatives of the attorney in the case, even
though a power of attorney to them is not of
record 'in the  particular application. When
prompt action is important an interview with
the local representative may be the only way
to save the application  from abandonment.

“If a registered individual seeking the inter-
view has in his possession a copy of the applica-
tion file, the examiner may accept his statement
that he is authorized to represent the applicant
under 37 CFR 1.34 or he is the person named as
the attorney of record. = 7 - o

Interviews normally should not be granted
unless the requesting party has authority to
bind the principal concerned. ‘

The availability of personal interviews in the
“Conference Period”, which is the time between
the filing of applicant’s thorough first response
and a concluding action by the examiner, for
attorneys resident or frequently in Washinﬁton
is obvious. For others more remote, telephone
interviews may prove valuable. However, pres-
ent Office policy places great emphasis on tele-
phone interviews initiated by the examiner to
attorneys and agents of record. See § 408.

The examiner, by making a telephone call,
may be able to suggest minor, probably quickly
acceptable changes which would result in
allowance. If there are major questions or
mlglgestions, the call might state them concisely,

‘their possession a

and suggest a further telephone or personal
interview, at a prearranged later time, giving
applicant more time for consideration before

discussing the points raised.

For an interview with an examiner who does
not have negotintion authority, arrangements
should always include an examiner who does
have guch authority, and who has familiarized
himself with the case, so that authoritative
agreement may be reached at the time of the
interview,

Grourep INTERVIEWS

For attorneys remote from Washington who
prefer personal interviews, the grouped inter-
view practice is effective. If in any ease there
1s a prearranged intervies, with agreement to
file @ prompt supplemental amendment putting

:  concluding action, prompt filing of the supple-
form of a paper on file

99

713.06

mental amendment gives the case special status,
d brings it v ecial ‘action.

No Inter Partes Que
.. cussed Ex Parte [R-26] .

The examiner may not discuss inter partes
questions ex parte with any of the interested
parties. For this reason, the telephone number
of the examiner should not be typed on deci-
sions on motions -or any other interference
papers. See §1111.0%. -~ ...
713.07  Exposure . of Other Cases

v [R-261 0

~ Prior to an interview the examiner ‘should
arrange his desk so that files, drawings and
other papers, except those necessary in the in-
terview, are placed out of view. See § 101.
713.08 - Demonstration, Exhibits,
o Models * [R-26]

The invention in question may be exhibited
or demonstrated during the interview by a
model thereof which may be sent to the Office
prior to the interview where it is received in
the Supply and Receiving Unit and forwarded
to the group. A model is not to be received by
the examiner directly from the applicant or
his attorney. See §§ 608.03 and 608.03(a).

Oftentimes 2 model or exhibit is not given
into the custody of the Office but is brought
directly into the group by the attorney solely
for inspection or demonstration during the
course of the interview. This is permissible.
Demonstrations of apparatus or exhibits too
large to be brought into the Office may be
viewed by the examiner outside of the Office,
(in the Washington area) with the approval of
the supervisory primary examiner. It is pre-
sumed that the witnessing of the demonstration
or the reviewing of the exhibit is actually essen-
tial in the developing and clarifying ofv the is-
sues involved in the application.

713.09 Finally Rejected Application
[R-49]

Normally, one interview after final rejection
is permitted. However, the intended purpose
and content of the interview must be presented
briefly, either orally or in writing. Such an inter-
view may be granted if the examiner is con-
vineed that disposal or clarification for appeal
may be accomplished with only nominal further
consideration. Interviews merely to restate
arguments of record or to discuss new limita-
tions which would require more than nominal
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See § 714.13

, , 49
After a case is sent to issue, it is technically
no ‘longer under the jurisdiction of ‘the pri-
mary ‘examiner, 37 CFR 1.312. An interview
with an examiner that would involve a detailed
consideration of claims sought ‘to be entered
and perhaps entailing a discussion of the prior
art for determining whether or not the claims
are allowable should not be given. Obviously
an applicant is not entitled to a greater degree
of consideration in an amendment presented
informally. than is given an applicant in the
consideration of an amendment when formally
presented, particularly since consideration of
an amendment filed under §1.312 cannot be
demanded as a matter of right.

“Requests for interviews: on: cases already
passed to issue shounld be granted only Wil?‘:
specific approval of the group director upon
a showing In writing of extraordinary circum-
stances. - o
714 Amendments, Applicant’s Action

[R-49]

37 CFR 1.115. Amendment by applicant, The appli-
cant may amend before or after the first examination
and action, and also_after the second or subsequent
examination or reconsideration as specified in §1.112
or when and as specifically required by the examiner.

See also § 714.12.

714.01 Signatures
[R-26]

To facilitate any telephone call that may be-
come necessary, it 1s recommended that the com-
plete telephone number with area code and ex-
tension be given, preferably near the signature.
Note §§ 605.04 to 605.05(a) for a discussion of
signatures to the application.

714.01(a) Unsigned or Improperly
Signed Amendment [R-
49]

_An unsigned amendment or ene not properly
signed by a person having authority to prose-
cute the case is not entered. This applies, for
instance, where the amendment is signed by
one only of two applicants and the one signing
has not been given & power of attorney by the
other applicant,

If copies (carbon or electrostatic) are filed,
the signature must be applied after the copiey
are made. § 714.07

to Amendments

Bev. 49, July 1976

eration or new search should be denied. ' An amen
; < _ ture rather
- contains a proper original signature: =

AINING PROCEDURE

than an original signature, may be
an accompanying transmittal ‘letter

C,aém? e

egraphic amendments must be conﬁrmed
signed formal amendments. § 714.08. -

- A “Telecopier” document, or a copy thereof,
without an original signature, is acceptable in
the same manner as a telegraphic amendment
to preserve the dates involved, §714.08. How-
ever, such a practice is discouraged because it
results in the filing of duplicate papers and
much unnecessary paper work.: A “Telecopier”
document with the original signature of a regis-
tered attorney or agent acting in a representa-
tive capacity under 37 CFR 1.34(a) is accept-
able and does not require confirmation. - -
-When' an  unsigned -or. improperly signed
amendment is received the amendment will be
listed on the file wrapper, but not entered. The
examiner will notify. applicant of the status of
the case, advising him to furnish a' duplicate
amendment properly signed or to ratify the
amendment already ﬁlegfl ‘Applicant is given
either the time remaining in the period for re-
sponse, or one month, whichever is longer, to file
his - supplemental response (37 CFR 1.135,
§ 711). o o

Sometimes problems arising from unsigned or
improperly signed amendments may be disposed
of by calling in the local representative of the
attorney of record, since he may have the au-
thority to sign the amendment. Listings of local
representatives of out-of-town attorneys are
kept available in the various group directors’
offices.

An amendment signed by a person whose
name is known to have been removed from the
registers of attorneys and agents under the pro-
visions of 37 CFR § 1.347 or § 1.348 is not en-
tered. The file and unentered amendment are
submitted to the Office of the Solicitor for ap-

propriate action.

714.01 (¢) Signed by Attorney Not of
Record [R-49]

See § 405.

A registered attorney or agent acting in a
representative capacity under 37 CFR 1.34, may
sign amendments even though he does not have
a power of attorney in the application. See § 402.

714.01(d) Amendment Signed by Ap-
plicant But Not by Attor-
ney of Record [R--30]

If an amendment signed by the applicant
is received in an application in which there




“the action should g ared, one being sent
to the attorney and the other direct to appli-
cant. The notation: “Copy to applicant” should
appear on the original and on both copies.”

714.02 Must Be Fully ‘Responsive

Rule 111. Reply by applicant. -(a) After the Office
action, if adverse in any respect, the applicant, if he
persist in his application for a patent, must reply
thereto and may request reexamination or reconsid-
eration, with or ‘without amendment.

(b} In order to be entitled to reexamination or re-
consideration, the applicant must make reguest there-
for in writing, and he must distinctly and specifically
point out the supposed errors in the examiner’s action;
the applicant must respond to every ground of objec-
tion and rejection in the prior Office action (except
that request may be made that objections or require-
ments as to form not necessary to further considera-
tion of the claims be held in abeyance until allowable
subject matter is indicated), and the applicant’s action
must appear throughout to be a bona fide attempt to
advance the case to final action. A general allegation
that the claims define a patentable invention without
specifically pointing out how the language of the claims
patentably distinguishes them from the references does
not comply with the requirements of this rule.

(¢) In amending an application in response to a re-
Jection, the applicant must clearly point out the patenta-
ble novelty which he thinks the claims present in view
of the state of the art disclosed by the references cited
or the objections made. He must also show how the
amendments avoid such references or objections. (See
rules 135 and 136 for time for reply.)

In all cases where response to a requirement
is indicated as necessary to further considera-
tion of the claims, or where allowable subject
matter has been indicated, a complete response
must either comply with the formal require-
ments or specifically traverse each one not com-
plied with.

Drawing and specification corrections, pres-
entation of a new oath and the like are gener-
ally considered as formal matters. However,
the line between formal matters and those touch-
ing the merits is not sharp, and the determina-
tion of the merits of a case may require that such
corrections, new oath, ete.,, be insisted upon
prior to any indication of allowable subject
matter.

Rule 115. Amendment of claims. The claims may be
amended by canceling particular claimsg, by presenting
new claims, or by rewriting particular claims as in-
dicate® in Rule 121. The requirements of Rule 111 must

Bk AR €y - T4 - 4

_closure. See §706.03(n).

101

. be complied with by pointing out the specific distinc-

tions believed to render the claims patentable over the

" references in presenting arguments in’ support of new

claims and-amendments,: il b : ;
__An amendment submitted after a second or
subsequent non-final action on the merits which
is otherwise responsive but which increases the
number of claims drawn to the invention pre-
viously acted upon is not to be held nonrespon-
sive for that reason alone. (See rule 112, § 706).
The prompt development of a clear issue re-
uires that the responses of the applicant meet
the objections to and ‘rejectionsfof the claims.
Applicant should also specifically point out the
support for any amendments made to the dis-

An amendment attempting to “rewrite” a
claim in the manner set forth in rule 121(b)
may be held non-responsive if it uses paren-
theses, ( ), where brackets, [ ], are called
for;see §71422. o
ponses’ to requirements ‘to' restrict are
treated under § 818. L B

714.03 Amendments Not Fully Re-
- sponsive, Action To Be Taken
[R-39]

If there is sufficient time remaining in the
six-month statutory period or set shortened
period when applicant’s amendment is found
to be not fully responsive to the last Office
action, a letter should at once be sent applicant

ointing out wherein his amendment fails to
ully respond coupled with a warning that the
response must be completed within the time
period in order to avoid the question of aban-
donment. See § 714.05.

Where a bona fide response to an examiner’s
action is filed before the expiration of a per-
missible period, but through an apparent over-
sight or 1nadvertence some point necessary to a
complete response has been omitted,—such as
an amendment or argument as to one or two of
several claims involved or signature to the
amendment,—the examiner, as soon as he
notes the omission, should require the apgli-
cant to complete his response within a specified
time limit (usually one month) if the period
has already expired or insufficient time is left to
take action before the expiration of the period.
If this is done the application should not be
held ahandoned even though the prescribed
period has expired. See rule 135(c). Similarly,
where there is an informality as to the fee in
connection with an amendment presenting addi-
tional elaims in a case filed on or after October
25, 1965, the applicant is notified by the clerk

on form POL 319. See §§ 607 and 714.10.
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I'Y 0]
ple, if an electlon )
.and a plic;mt d
‘he holds the requ
the am ndment on its_ face is not a “bo

(rule 135), and the examiner is without au-
thority to postpone decision as to abando ment.

If there is ample time for g \p slicant’s reply
to be filed within the time period, no reference
is made to the time for response other than to
note in the letter that the response: must be com-
pleted. within the perxod for respon=e ~dating
from the laat Office action,

714.04 Claims Presented in Amend-
ment. With No Attempt  To
" Point Out Patentable ‘Novelty
[R—ZS]

In fhe conclderatlon of clalms in an flmended
case where no attempt is made to point out the
patentable novelty, the claims should no? be
allowed. (See Rule 111, § 714.02.)

An amendment fmlmo' to point out the 'p'lt-
entable novelty which the applicant believes to
exist in his case may be held to be nonresponsive
and a time limit set to furnish a proper re-
sponse if the statutory period has expired or
almost expired (§714.03). However, if the
claims as amended are clearly open to rejection
on grounds of record, a final rejection should
generally be made.

714.05 Examiner Should Immedxatelv
' Inspect [R-25]

Actions by applicant. especially those filed
near the end of the period for response, should
be inspected immediately upon filing to de-
termine whether they are mmp]otc-h responsive
to the preceding Office action so as to prevent
abandonment of the application. T found in-
adeqnate, and sufficient time remains, nmmr'mf
should be notified of the deficiencies and

warned to complete the response within the
period.  See $714.03,

Al amended  cases pit. on the examiner's
desk should be inzpected by him at once to
determine

If the

714.015.

If the amendment has heen filed within the
statutory period, set shortened period or time
imit (§710).

Hev. 89, Jan. 1974

amendment  is  properly signed

- If the changes made by the amendment war~-
, ISfe See§ 903.08(d). . o o

special. - See § 708, 1 ,

Ifgclalms suggested to: applicant . for mter-

ference pu ‘have been inserted. - ~

If there 1s a traverse of a requu'ement for

restriction. i See § 818.03 (a).

If “easﬂy erasable” paper has been used or
other non-permanent method of preparatxon or
reproductlon See §714.07.

If applicant. has' cited references Sce
“S 707.05(b) and 1302.12. - = :

“If a terminal disclaimer has been ﬁled Qee
§8 508.01, 804.02,804.03 and 1403. -+~ -

~If anv matter. 111\'01\’1110 securltv has becn
added See § IOt 01 o :

Acnon Cxossn's AMENDMENT o

A supp]emental actlon is usually necessary
when an amendment is filed on or before the
mailing date of the regular action but reaches
the examining group ]ater The supplemental
action should be promptly prepflred It need
not reiterate all portions of the previous action
that are still applicable but it should ‘specify
which portions are to be dlsrevarded, pointing
out that the period for response runs from the
mailing of the supplemental action. The ac-
tion should be headed “Responsive to amend-
ment of (datm and supplemental to the action
mailed (daie)”.

714.06 Amendments Sent to Wrong

Group
See § 508.01.
714.07 Amendments Not in Perma-
nent Ink [R-39]

- Rule 52(a) lequires ‘permanent ink or its
equivalent in quality” to be used on papers
which will hecome p'u't of the lecmd and In re
Benson. 1959 C.D. 5; T4 O.G. 353 holds that
documents on so-called “easily erasable” paper
violate the requirement. The fact that rule 52(a)
has not been complied with may be discovered
as soon as the amendment reac hos the examin-
ing group or, later, when the case is reac ‘hed for
action. In the first instanc ¢, applicant is
promptly notified that the amendment is not
entered and is reguired to file a permanent copy
within one month or to order a copy to be made
by the Patent Office at his expense. Physieal
entry of the amendment will be made from the
per manent ¢ ‘0py.

1f there is no appropriate response within
the one month pertod, a copy is made ®y the




. manence of the amendment is discovered only

—+ Patent and Tradema

notified and i'@(}l{i/i d to remit the
authorize charging them to his deposit accoun
In the second instance, when the non-per-

when the case is reached for action, similar
steps are taken, but action on the case is not
held up, the requirement for a permanent copy
of the amendment being included in the Oﬂi‘::e
action. ' , '

Office copier or good carbon copies on satis-
factory paper are acceptable. But see In re
Application Papers Filed Jan. 20, 1956, 706
0.G. 4. Although a good copy is acceptable,
signatures must be applied after the copy is
made. :

See § 608.01 for more diseussion on acceptable

copies. [R—47]

714.08 Telegraphic Amendment
47]

When a telegraphic amendment is received,
the telegram is placed in the file but not entered.
If confirmation of this amendment by a properly
signed formal amendment does not follow in
due time, the applicant is notified that proper
confirmation is required; otherwise, the tele-
gram will not be accepted as a response to the
former Office action. Tf the applicant does con-
firm promptly, the amendment is entered. (See
Ex parte Wheary, 1913 C.I). 253 197 O.G. 534.)

The same test as to completeness of response
applies to an amendment sent by telegraph as
to one sent by mail. See § 714.02.

714.09

[R-

Amendments Before First

Office Action [R-39]

An amendment filed before the first Office
action, even one filed along with the original
application. does not enjoy the status of part of
the original disclosure. See § 608.04(D).

In the case of rule 60 (unexecuted) appli-
cations. an amendment stating that, “This 1s a
division {continuation) of application Serial
No.o . ___, filed 7 and canceling
any irrelevant claims as well as any prelim-
inary amendment shonld accompany the appli-
cation. Amendments should either accompany
the application or be filedd after the application
has received its serial number and filing date.
See £ 201.06(a).

714.10  Claims Added in Excess of
Filing Vee [R-206]

The Fee Act, which heeame offective Octo-
ey 25, 1965, provides for the presentation of
claims added in exeess of filing fee. On pav-
ment of ap additional fee (see € 6075, these ex-

PR
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cess claims may be presented any time after the
application is filed, which of course, includes
the time before the first action. This provision
does not apply in the case of applications filed
before Qctober 25, 1965,

714.11 Amendment Filed During In-
terference Proceedings [R-
23] R
See §1111.05. ‘

714.12 Amendments After Final Re-
jection or Action [R-36]

Rule 116. Amendments after final action. (a) After
final rejection or action (rule 113) amendments may
be made canceling claims or complying with any re-
quirements of form which has been made, and amend-
ments presenting rejected claims in better form for
consideration on appeal may be admitted; but the ad-
mission of any such amendment or its refusal, and any
proceedings relative thereto, shall not operate to re-
lieve the application from its condition as subject to
appeal or to save it from abandonment under rule 135,

{b}) If amendments touching the merits of the appli-
cation be presented after final rejection, or after ap-
peal has been taken, or when such amendment might
not otherwise he proper, they may De admitted upon a
showing of good and sufficient reasons why they are
necessary and were not earlier presented.

{#}) No amendment can be made as a matter of right
in appealed cases. After decision on appeal, amend-
ments can only be made as provided in rule 198, or
to carry into effect a recommendation under rule 196,

Onece a final rejection that is not premature
has been entered 1n a case, applicant no longer
has any right to unrestricted further prosecu-
tion. This does not mean that no further
amendment or argument will be considered.
Any amendment that will place the case either
in condition for allowance or in better form
for appeal may be entered.  Also, amendments
complving with objections or requirements as
to form are to be permitted after final action in
accordance with rules 116(a). Ordinarily,
amendments filed after the final action are not
entered unless approved by the examiner. See
270607 (e), T1LI3 and 1207,

The prosecution of an application before the
caeaminer should ordinarily be concluded with
the final action, Howerer, one personal imter-
sl oy applicant miy be entertuined after such
Fral aetion If elrewmstanees weaprant, Thus, only
ane request by applicant for a personal infer-
view after final should be granted, but in ex-
ceptional  civeumstances. a second  personal
interview may be initinted by the examiner if
in his judgment this wonld materially axsist in
placing  the  application in condition  for
tlyranee,

Rev. 47, Jan. 1976




broadest to which he believes he is entitled to

714.13 Amendments After Final Rejec-
tion or Action, Procedure

~ Followed [R—47]
FINan \Rr:.mm'loxf’l‘mu': ¥or RESPONSE

The filing of a timely first response to a final
rejection having a shortened statutory period
for response is construed as inclnding a request
to extend the shortened statutory period for an
additional month. which will be granted, even
if previous extensions have been granted, but in
no case may the period for response exceed six

months from the date of the final action. Even -
if previous extensions have been granted. the

primary examiner is authorized to grant the re-
quest for extension of time which is implicit in
the filing of a timely first response to a_final
rejection. An object of this practice is to obviate
the necessity for appeal or filing a continuing
case merely to gain time to consider the exami-
ner’s position in reply to an amendment timely
filed after final rejection. Accordingly, the
shortened statutory period for response to a
final rejection to which a proposed response has
been received will generally be extended one
month.

Normally. examiners will complete a response
to an amendment after final rejection within
five days after receipt thereof. In those rare situ-
‘ations where the advisory action cannot be
mailed in sufficient time for applicant to con-
sider the examiner’s position with respect to the
proposed response before abandonment of the
application. the granting of additional time
to complete the response to the final rejection
or to take other appropriate action would be
appropriate. The advisory action form (POL~
303) states that “THE PLERIOD FOR RE-
SPONSE IS EXTENDED TO RUN
MONTHS rRoOM THE DATE oF THE
FINAL REIECTION” The blauk before
“MONTHS” should be filled in with an integer
(4, 5, or 6); fractional months should not be
indicated. In no case can the period for reply
to the final rejection be extended to exeeed six
months fromthe mailing date thereof,

During the additional period. no applicant
or attorney initiated interview is normally per-
mitted. Sinee a timmely fivst response to a final
pejection 1= con=trued a- inelnding a reguest for
an estension of time, any sibsequent request for

Rev. 47, Jnn, 1976

- the most detailed that he is willing to accept.

isid dto.’l")eya"s‘ecoh’d ,, ‘~
, il R

e shortened

ults in abandonment of the

g tx1TRY Not A MA1TER OF RigHT
It should be kept in mind that applicant
cannot, as a matter of right, amend any finally
rejected claims, add new claims after a final
rejection (see rule 116) or reinstate previously
canceled claims. - I
Except where an amendment merely cancels
claims, adopts examiner suggestions, removes
issues for appeal, or in some other way requires
only a cursory review by the examiner, compli-
ance with the requirement of a showing under
rule 116({h) is expected in all amendments after
final rejection. Failure to properly respond to
the final rejection results in abandonment unless
an amendment is enfered in part (§ 714.20, items
3 and 4). P f :
An amendment filed at any time after final
rejection but before an appeal brief is filed,
may be entered upon or after filing of an appeal
provided the total effect of the amendment 1s to
(1) remove issues for appeal, and ‘or (2) adopt
examiner suggestions.
See also §§ 1207 and 1211,

AcroN BY JKXAMINER

In the event that the proposed amendment
does not place the case in better form for appeal,
nor in condition for allowance, applicant slhould
be promptly informed of this fact, whenever
possible, within the statutory period. The re-
fnsal to enter the proposed amendment should
not be arbitrary. The proposed amendment
should be given suflicient consideration to deter-
mine whether the claims are in eondition for
allowance and/or whether the iszues on appeal
are stinplified. Ordinarily, the specific deficien-
cies of the amendment need not be discussed.
The reasons should be concisely expressed. For
example:

(1) The claims, if amended as proposed,
would not avoid any of the rejections sct forth
in the last Office action, and thus the amend-
ment would not place the case in condition for
allowance or in better condition for appeal.

(2) The eclaims, if amended as proposed,
would avoid the rejection on indefiniteness but
wortld not avoid the rejection on the references.
The amendment will be entered upon the filing
of an appeal.

(3) The claims as amended present new is-
sues requiring further consideration or search,

(4) Sinece the amendment presents additional
clatms withont eanceling any finally rejected

102.2




EXAMINATION OF APPLICATIONS

elaims it is not considered as placing the applica-
tion in better condition for appeal: Ex parte
Wirt, 1905 C.D. 247: 117 O.G. 599.

Examiners should indicate the status of each
claim of record or proposed in the amendment,
and which proposed ¢laims would be entered on
the filing of an appeal if filed in a separate
paper. ) .

Applicant  should be notified, 1f certain
portions of the amendment would be accept-
able as placing some of the claims in better
form for appeal or complying with objections
or requirements as to form, if a separate
paper were filed containing only such amend-
ments. Similarly, if the proposed amendment
to some of the claims would render them allow-
able, applicant should be so informed. This is
helpful in assuring the filing of a brief con-
sistent with the elaims as amended. A state-
ment that the final rejection stands and that the
statutory period runs from the date of the final
rejection is also in order.

Form letter POL-303 should be used to
acknowledge receipt of u response from appli-
eant after final rejection where such response
is prior to filing of a nntice of appeal which does
not place the application in condition for al-
lowanee, This form hLas been devised to advise
applicant of the disposition of the proposed
amendments to the claims and of the effect of
any argument or affidavit not placing the ap-
plication in condition for allowance or which
could not he made allowable by a telephone call
to clear up minor matters,

Any awmendment rimely filed after a final re-
jection should be immediately considered to de-
termine whethey it places the application in
condition for allowance or in better form for
appeal. Examiners are expected to turn in
their responsge to an amendment after final re-
jection within five days from the time the
amendment reaches their desks. In those situa-
tions where the amendment reaches the examin-
er’s desk after the expiration of the shortened
statutory period. the examiner is expected to
return his action to tie clerieal foree within
three days. In o1 in hoth hefore and
after final rejection, in which an application is
placed in condition for allowanee as by an
interview or amendinent. before preporing it
for allpirance, applicant should be notified
promptly of the allowabitiey of all elaims by
teans of form letter POL-S2T or an examiner’s
aeticinent,

Sucl a Jetter i nnportant beenuse it may
avold an vnsecessary apneal and set g oo fe
guard against a bolding «f whandomment, Fvepy
effort. shoadd be et ol the Jetter before
thie gwr}m@ foop PR

[f no appeal has been file

N

g

<) within the period

162.5

714.13

for response and no amendment has been sub-
mitted to make the case allowable or which can
be entered in part (see §714.20), the case
stands abandoned.

It should be noted that, under rule 181(f),
the filing of a rule 181 petition will not stay
the period for reply to an examiner’s action
which may be running against an application.
See §1207 for appeal and post-appeal pro-
cedure. For after final rejection practice rela-
tive to affidavits or declarations filed under
rules 131 and 132 see §§ 715.09 and 7186.

Haxp DeLivery or Parers

Any paper which relates to a pending appli-
cation may be personally delivered to an Ex-
amining Group. However, the Examining
Group will accept the paper only if: (1) the
paper is accompanied by some form of receipt
which can be handed back to the person deliver-
ing the paper; and (2) the Examining Group
being asked to receive the paper is responsible
for acting on the paper.

The receipt may take the form of a duplicate
copy of such paper or a card identifving the
paper. The identifying data on the card should
be so complete as to leave no uncertainty as to
the paper filed. For example, the card should
contain the applicant’s name(s), Serial No., fil-
ing date and a deseription of the paper being
filed. If more than one paper is being filed for
the same apphcation, the card should contain
a description of each paper oritem.

Under this procedure, the paper and receipt
will be date stamped with the Group date
stamp. The receipt will be handed back to the
person hand delivering the paper. The paper
will be correlated with the application and made
an official paper in the file, thereby avoiding
the necessity of processing and forwarding the
paper to the Examining Group via the Mail
Room.

The Examining Group will accept and date
stamp a paper even though the paper is accom-
panied by a check or the paper contains an
authorization to charge a Deposit Account.
However, in such an mstance. the paper will
be hand carried by Group personnel to the Office
of Finance for processimg and then made an
official paper in the file.

All such papers, together with the cash,
checks, or money orders, shall be hand earried
to the Cashier’s Window, Room 2-1BO1. he-
tween the hours of 3:00 pan. and 4:00 pan.

The puapers shall be processed by the account-
ing elerk, Oflice of Finanee, for pickup at the
Cashier’s Window by 3:00 pan. the following
worle day, Upon veturn to the group, the papers
will be entered in the application file wrappers.
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Under the decision in rte Quayle, 1935
C.D. 11; 453 O.G. 213, after all claims in a
case have been allowed the prosecution of the
case on the merits. is closed even though there
may be outstanding formal objections which
preclude fully closing the prosecution.

Amendments touching the merits are treated

in a manner similar to amendments after final
rejection, though the prosecution may be con-
tinued as to the formal matters. See §§ 714.12
and 714.13. .. . ‘

See § 607 for additional fee requirements.

714.15 Amendment Received in Ex-
amining Group After Mailing
of Notice of Allowance [R-
82155 me 5 eumbin s o

Where an amendment, even though prepared
by applicant prior to allowance, does not reach
the Office until after the notice of allowance
has been mailed, such amendment has the
status of one filed under rule 312. Its ent
is a matter of . For discussion of amend-
me(xlft)s filed under rule 312, see §§ 714.16 to 714.-
16(e). '

If, however, the amendment is filed in the
Office prior to the mailing out of the notice of
allowance, but is received by the examiner
after the mailing of the notice of allow-
ance, it has the same standing in the case as
though the notice had not been mailed. Where
the case has not been closed to further prose-
cution, as by final rejection of one or more
claims, or by an action allowing all of the
claims, applicant may be entitled to have such
amendment entered even though it may be
necessary to withdraw the application from
issue. Such withdrawal, however, is unneces-
sary if the amendatory matter is such as the
examiner would recommend for entry under
rule 312.

As above implied, the case will not be with-
drawn from issue for the entry of an amend-
ment that would reopen the prosecution if the
Office action next preceding the notice of allow-
ance closed the case to further amendment,
i.e., by indicating the patentability of all of
the claims, or by allowing some and finally
rejecting the remainder.

After an applicant has been notified that the
claims are all allowable, further prosecution of
the merits of the case is a matter of grace and
not of right (Ex parte Quayle, 1935 C.D. 11;
453 0.G. 213). To this extent the practiee

714.16  Amendment After Notice of
~Allowance, Rule 312  [R-41]

Rule $12. Amendments after allowance. Amendments
after the notice of allowance of an. application will
not be permitted as a matter of right. However, such
amendments may be made if filed not later than the
date the issue fee is paid, on the recommendation of
the primary examiner, approved by the Commissioner,
witheat withdrawing the case from issue. .

The Commissioner has delegated the ap-
proval of such recommendation to the Super-
visory Primary Examiners. A

A supplemental oath is not treated as an
amendment under rule 312,see § 603.01.

After the Notice of Allowance has been
mailed, the application is technically no longer
under the jurisdiction of the primary examiner.
He can however, make examiner’s amendments.
(See § 1302.04) and has authority to enter Order
3311 amendments submitted after Notice of Al-
lowance of an application which embody merely
the correction of formal matters in the spec-
ification or drawing, or formal matters in a
claim without changing the scope thereof, or the
cancellation of claims from the application,
without forwarding to the Supervisory Pri-
mary Examiner for approval.

Amendments other than these require ap-
proval by the Supervisory Primary Examiner.
The group director establishes group policy
with respect to the treatment of Order 3311
amendments directed to trivial informalities
which seldom affect significantly the vital
formal requirements of any patent; namely,
(1) that its disclosure be adequately clear, and
(2) that any invention present be defined with
sufficient clarity to form an adequate basis for
an enforceable contract.

Consideration of an amendment under rule
312 cannot be demanded as a matter of right.
Prosecution of a case should be conducted be-
fore, and thus be complete including editorial
revision of the specification and claims at the
time of the Notice of Allowance. However,
where amendments of the type noted are shown
(1) to be needed for proper disclosure or pro-
tection of the invention, and (2) to require no
substantial amount of additional work on the
part of the Office, they may be considered and,
if proper, entry may be recommended by the
primary examiner,

The requirements of rule 111(c) (§714.02)
with respect to pointing out the patentable
novelty of any claim sought to be added or
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bo amendments aflecting the disclosure, the
ny claim, or that add a clalm, the

fu dy .state the reasons on which
reliance is place to show: (1) why the amend-
ment is needed ; (2) why the proposed amended
or new claims require no ‘additional search or
examination ; (3) why the claims are patentable
and, (4) why they ‘were not earlier pr%ented

No'r T@ Bz Usnv FOR CONTINUED Pnosncnnon

Rule 312 was never intended to provide a
way for the continued prosecution of a vg_gh-
cation after it has been passed for issue.
the recommendation is against entry, a detalled
statement of reasons is not necessary. in sup-
port of such recommendation, The simple
statement that the é)roposed claim is not obvi-
ously allowable and briefly the reason why is
usually adequate. Where appropriate, any one

of the following reasons. is consxdered suffi-
cient: (1} an a dmonal search is required, or
e record

(z) more than a cursory review of t
is necessary, or (3) the amendment would in-
volve materially added work on the part of the
Office, e.g. checking excessive editorial changes
in the specxﬁcaaon or claims. ;

Where claims added by amendment under
rule 312 are all of the form of dependent claims,
some of the usual reasons for non-entry are less
likely to apply although questions of new mat-
ter, sufficiency of disclosure, or undue multi-
plicity of claims could arise.

See §8% 607 and 714.16(c) for additional fee
requirements.

714.16(a) Amendments Under Rule
312, Copied Patent Claims
[R—2l]

See § 1101.02(g) for the procedure to be fol-
lowed When an amendment 1s received after no-
tice of allowance which includes one or more
claims copied or substantially copied from a

patent.
The entry of the copied patent claims is not

a matter of right. See § 714.19 item (4).
See 88 607 and 714.16(c) for additional fee

requirements.

714.16(b) Amendment Under Rule
312 Filed With a Motion

Under Rule 231 [R-21]

Where an amendment filed with a_motion
under rule 231(a) (3) applies to a case in issue,

the amendment is not entered unless and until
the motion has been granted. See § 1105.08.
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nying the amendment must

Hthea phcatlon was ﬁled on or after Octo-
, 1965, and the amendment under rule 312
adds claims (total and independent) in excess
of the number grevmusly paid for, additional
fees are required. The amendment is not con-
sidered bv the examiner unless accompanied by
the full fee requn'ed See § 607 and 35 U S.C. 41.

714. 16(d) Amendments Under Rule

- 312, Handling [R—41]
Ammnmm*s Nor_UNDEn OBDER 3311
,‘sent by the

Mmi and Correspondence Branch to the Patent
Issue Division which, in turn, forwards the
proposed amendment, ﬁle, and drawing (if any)
to the group which allowed the application. In
the event that the class and subclass in which
the apphcatlon is classified has been transferred
to another group after the application was al-
lowed, the proposed amendment, file and draw-
ing (If any) are transmitted chrectly to said
other group and the Patent Issue Division noti-
fied. If the examiner who allowed the applica-
tion is still employed in the Patent Oﬂ%::e but
not in said other group, he may be consulted
about the propriety of the proposed amendment
and given credit for any time spent in giving it
consideration.

The amendment is PROMPTLY considered
by the examiner who indicates whether or not
its ent is recommended by writing “Enter—
3127, Not Enter” or “Enter %n Part”
thereon in red ink in the upper left corner.

1f the amendment is favorably considered, it
is entered and a notice of entry (POL—271) is
prepared. No “Entry Recommended under
Rule 3127 stamp is required on the amendment
or on the notice of entry in view of the use
of form (POL-271). The primary examiner
indicates his recommendation by stamping and
signing his name on the notice of entry form
(POL-271}.

If the examiner’s recommendation is com-
pletely adverse, a report giving the reasons for
non-entry is typed on the notice of disapproval
(POL-271) and signed by the primary exam-
iner,

The file, drawing, and unmailed notices
are forwarded to the supervisory }mmary ex-
aminer for consideration, approval, and mail-

in
%or entry-in-part, see § 714.16 (e).
The filling out of the appropriate form by
the clerk does not signify that the amendment
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examiner. '
See §§ 607 and T
requirements.. 0 o0
* Petitions to the Commissioner relating to the
refusal to enter an amendment under rule 312
will be decided by the group director. ,

AxendMENTS UNDER Onnmz 3311

The examiner indicates approval of amend-
ments concerning merely formal matters l(?'
writing ‘“Enter-33117 thereon. Such amend-
ments do not require submission to the super-
visory primary examiner prior to entry. See
§ 714.16. The notice of entry (POL-271) 1s date
stamped and mailed by the examining group.
If such amendments are disapproved either in
whole or in part, they are handled like those
not under Order3311, .. .. =

714.16(e) Amendments Under Rule
-~ 312,EntryinPart [R-21]

The general rule that an amendment cannot
be entered in part and refused in part should
not be relaxed, but when, under rule 312, an
amendment, for example, is proposed contain-
ing a plurality of claims or amendments to
claims, some of which may be entered and some
not, the acceptable claims or amendments
should be entered in the case. If necessary,
the claims should be renumbered to run con-
secutively with the claims already in the case.
The refused claims or amendments should be
canceled in lead pencil on the amendment.

The examiner should then submit a report
(POL~271) recommending the entry of the ac-
ceptable portion of the amendment and the non-
entry of the remaining portion together with
his reasons therefore. The claims entered
should be indicated by number in this report.

Handling is similar to complete entry of a
rule 312 amendment.

If the application was filed on or after Octo-
ber 25, 1965, entry in part is not recommended
unless the full additional fee required, if
any, accompanies the amendment. See §§ 607
and 714.16(c).

714.17 Amendment Filed After the Pe-
riod for Response Has Expired

[R-35]
When an application is not prosecuted

within the period set for response and thereafter
an amendment is filed, such amendment shall

* form letter POL-327, that the :
‘not: filed within the time periad and therefore

714.18

orsed on the file wrapper of the applica-

‘ t formally entered. The examiner
iately notify  the applicant, by
‘amendment was

cannot be entered and that the application is
abandoned. See § 711.02. ...
The Patent Office has been receiving an ex-
cessivly large volume of petitionsto revive based
primarily on the late filing of amendments and
other responses to official actions. Many of these
petitions indicate that the late filing was due to
unusual mail delays; however, the records gen-
erally show that the filing was only two or three
days late. . oo e s
In order to alleviate, for applicants and the
Office, the problems and expenditures: of time
and effort occasioned by abandonments and peti-
tions to revive, it is suggested that responses to
official action be mailed to the Patent Office at
least one, and preferably two, week(s) prior to
the expiration -of the period within which a
response is required. This suggestion is made in
the interest of improving efficiency, thereby
providing better service to the public.

714.18 Entry of Amendments [R-
41] |

Amendments are stamped with the date of
their receipt in the group. It is important to
observe the distinction which exists between
the stamp which shows the date of receipt of
the amendment in the group (“Group Date”
stamp) and the stamp bearing the date of re-
ceipt of the amendment by the Office (“Office
Date” stamp). The latter date, placed in the
left-hand corner, should always be referred to
in writing to the applicant with regard to his
amendment. :

All amendments received in the clerical sec-
tions are processed and with the applications
delivered to the supervisory primary examiner
for his review and distribution to the examiners.

Every mail delivery should be carefully
screened to remove all amendments responding
to a final action in which a time period is run-
ning against the applicant. Such amendments
should be processed within the next 24 hours.

The purpose of this procedure is to ensure
uniform and prompt treatment by the exam-
iners of all cases where the applicant is await-
ing a reply to a proposed amendment after final
action. By having all of these cases pass over
the supervisory primary examiner’s desk, he
will be made aware of the need for any special
treatment, if the situation so warrants. For
example, the supervisory primary examiner
will know whether or not the examiner in each
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case is on extended lea

ve othermse incapable

’ or 1mproperly sxgned -amend-

_of moving the ca ithin the required time  ment or ¢ gned by a disbarred attorney.
_periods (5 or 3 days; see §714.13). Incasesof 6. An : nt filed in the Patent Office

' tius type, the. apphcant should receive a Patent
Office communication in sufficient time to ade-

y consider his next action if the case is

not allowed. Consequently, the clerical han-

dling will 'continue to be special when these
cases are returned: by the examiners to the
clerical sections.

+The amendment or letter is placed in the ﬁle
given its number as a paper in the application,
and its character endorsed on the file wrapper
in red ink. -

When several amendments are made in an ap-
plication on the same day no particular order
as to the hour of the receipt or the mailing of
the amendments can be assumed, but considera-
mmofthecasemustbeglvenasfaraspos-
sible as though all the papers ﬁled were a com-
poslte single paper. =

After entry of the amendment the apphca-
tion is. “up for action.” It is placed on the
examiner’s desk, and he is responsible for its

groper dasposal The examiner should imme-
iately i t the amendment as set forth in
£ 714.05. . After inspection if no immediate or

special action is requlred the application awaits
re-examination in regular order.

714.19 List of Amendments, Entry
Denied [R-41]

The followmg types of amendments are or-
dinarily denied entry:

1. An amendment presenting an unpatent-
able claim, or a claim requiring a new search
or otherwise raising a new issue in a case whose
Eeen rosecution before the primary examiner has

closed, as where

(a) All claims have been allowed,

(b} All claims have been finally rejected (for
exceptions see §§ 714.12, 714.13, and 714.20(4) ),

(c) Some claims allowed and remainder
finally rejected. See §§ 714.12 to 714.14.

2. Substitute specification that has not been
required and is not needed. See rule 125,
&8 608.01(q) and 714.20. If the examiner ap-
proves, it may be entered.

3. A patent claim suggested by the exam-
iner and not presented within the time limit
set or a reasonable extension thereof, unless
entry is authorized by the Commissioner. See
£ 1101.02(f).

4. While copied patent claims are generally
admitted even though the case is under final
rejection or on appeal, under certain condi-
tions, the claims may be refused entry. See
8 1101.02(g).
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 after the expiration of the statutory period or

set time limit for response. See § 714.17.

7. An amendment so worded that it cannot
be entered with certain accuracy. See § 714.23.

‘8. An amendment - cancelling all ' of - the
clalms and ‘presenting no substitute claim or
claims. See § 711.01.

9. An amendment in a case no longer within
the examiner’s jurisdiction with certain excep-
tionsin applications in issue, except on approval
of the Commissioner. See § 714.16.

'10. Amendments to the drawing held by the
examiner to contain new matter are not en-
tered until the question of new matter is set-
tled. This practice of non-entry because of
alle ed new matter, however, does not apply

e case of amendments to the speclﬁcatlon
and claims.

11. An amendatory paper cont'umnO' ‘objec-
tionable remarks that, in the oplmon of the
examiner, ‘brings ‘it : within the condemnation
of rule 3, will be submitted to the Commissioner
with a view toward its being returned to appli-
cant. See § 714.25.

12. Amendments not in permanent ink.
Amendments on so-called “easily erasable
paper.” See § 714.07.

13. In an application filed before October 25,
1965, an amendment filed before the first ac-
tion increasing the number of claims when the
total of claims would be in excess of those sup-
ported by the filing fee. See § 714.10.

14. In an application filed on or after October
25, 1965, an amendment presenting claims (total
and independent) in excess of the number pre-
viously paid for, and

(a) not accompanied by any portion of the
fee required, or

(b) prior to the first Office action or not in
response to an Office action, and not accom-
panied by the full fee required, or

(c¢) the authorization for a charge against a
Deposit Account is not in the form of a separate
paper (2 copies).

15. Examiners will not cancel claims on the
hasis of an amendment which argues for certain
claims and, alternatively, purports to author-
ize their (nn(o]latmn by the examiner if other
claims are allowed, in re Willingham, 127 USPQ
211.

While amendments falling within any of the
foregoing categories should not be entered by
the examiner at the time of filing, a subsequent
showing by applicant may lead to entry of the
amendment.
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714.20  List of Amendments Entered in

Part [R-32]

To avoid confusion of the record the general
rule prevails that an amendment should not be
entered in part. As in the case of most other
rules, the strict observance of its letter may
sometimes work more harm than would result
from its infraction, especially if the amend-
ment in question is received at or near the end
of the period for response. Thus,

(1) An “amendment” presenting an un-
called-for and unnecessary substitute specifica-
tion along with amendatory matter, as amend-
ments to claims or new claims, should be
entered in part, rather than refused entry in
toto. 'The substitute specification should be
denied entry and so marked, while the rest of
the paper should be entered. The case as thus
amended is acted on when reached in its turn,
the applicant being advised that the substitute
gpecification has not been required and is not
necessary and therefore has not been entered,

106.1

714.20

and that:fén'y desired changes in the original

specification must be made by specific amend-
ments. See also rule 125, and § 608.01(q)-

It may be noted in this connection, however,

that the fact that a substitute specification, in
the opinion of the examiner, contains new mat-
ter is not in itself a proper reason for refusing
entry thereof.
(2) An amendment under rule 312, which
in part is approved and in other part disap-
proved, is entered only as to the approved
part. See § 714.16(e).

(3) In a case having some claims allowed
and others finally rejected, where an amend-
ment is received at or near the close of the
period for response cancelling the finally re-
jected claims and presenting one or more new
ones which the examiner cannot allow, the
amendment, after the period for response has
ended, is entered to the extent only of cancelling
the finally rejected claims. Of course, if any of
the new claims were, in the examiner’s opin-
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ad , and at the same time the case is
passed for issue. This procedure applies only
where there hasbeennoappeal. =~

~ (4) Where all of the claims are under final
rejection and the amendment. cancels these
claims and presents new ones, only some of
which are deemed allowable by the examiner,
the same practice is followed as indicated in
(8), assuming no appeal has been taken.

(5) In a case having all claims allowed and
some formal defect noted, where an amend-
ment is presented at or near the close of the
statutory period curing the defect and adding
one or more claims some or all of which are
in the opinion of the examiner not patentable,
or will require a further search, the procedure
indicated in (8) is followed. After the statu-
tory period has ended, the amendment in such
a case will be entered only as to'the formal
matter and to any of the newly presented
claims that may be deemed patentable.

(6) In an amendment accompanying a mo-
tion granted only in part, the amendment is en-
tered only to the extent that the motion was

granted. See § 1108. o
Note: The examiner writes “Enter” in ink

and his initials in the left margin opposite the
enterable portions. [R-22]

714.21

Amendments Inadvertently En-
tered, No Legal Effect [R-22]

If the clerk inadvertently enters an amend-
ment when it should not have been entered,
such entry is of no legal effect, and the same
action is taken as if the changes had not been
actually made, inasmuch as they have not been
legally made. Unless such unauthorized entry
is deleted, suitable notation should be made on
the margin of the amendatory paper, as “Not

Officially Entered”.
If it is to be retained in the file an amendatory

paper, even though not entered, should be given
a paper number and listed on the file wrapper
with the notation “Not Entered”. See Rule 3
and § 714.25, for an instance of a paper which
may he returned.

714.22 Entry of Amendments, Direc-
tions for [R-35]

Rule 121, Manner of making amendments, (ay Era-
ssires, addifions, insertions, or alterations of the Office
file of papers nnd records must not be physieally
entered by the applicant. Amendments to the applica-
tion (excluding the claims) are made by filing 8 paper
(which should conform to rmle 52y, directing or re-

. 714.23

qu ting thatspec iﬂedf‘;amendménts ‘be made. The ex-
_act word or words to be stricken out or inserted by said
‘amendment must be specified and the precise point

107

indicated where the deletion or insertion is to be made.
. (b). Except as otherwise provided herein, a particu-
lar claim may be amended.only by. directions to cancel
or by rewriting such claim with underlining below the
‘word or .words added and.brackets around the word or
words deleted. The rewriting of 4. claim.fin. this form
will::be construed as directing the cancellation of the
original . claim; however, ‘the  original claim number
followed by the parenthetical word “amended” must
be used for the rewritten claim. If a previously re-
written claim is rewritten, underlining and bracketing
will be applied in reference to the previously rewritten
claim with the parenthetical “expression “twice
amended,” “three times amended,’ -ete., following the
original claim number.. . % 0 e o

(¢) ‘A particular.claim may be amended in the man-
ner indicated for the application in:paragraph (a) of
this rule to the extent of corrections in spelling, punc-
tuation, and typographical ‘errors.:Additional amend-
ments in this manner will be admitted provided the
changes are limited to (1) deletions and/or (2) the
addition of no more than five words in any one claim.
Any amendment submitted with instructions to amend
particular claims but failing to conform to the provi-
sions of paragraphs (b) and (c) of this rule may be
considered non-responsive and treated accordingly

(d) Where underlining or brackets are intended to
appear in the printed patent or are properly part of the
claimed material and not intended as symbolic of
changes in the particular claim, amendment by rewrit-
ing in accordance with paragraph (b) of this rule shall
be prohibited.

(e) In reissue applications, both the descriptive por-
tion and the claims are to be amended as specified in
paragraph (a) of this rule.

The term “brackets” set forth in rule 121
means angular brackets, thus: [ ]. It does
not encompass and is to be distinguished from
parentheses ( ). Any amendment using pa-
rentheses to indicate canceled matter in a claim
rewritten under rule 121(b) may be held non-
responsive in accordance with rule 121(c).

Where, by amendment under rule 121(b), a
dependent, claim is rewritten to be in inde-
pendent form, the subject matter from the prior
md(z{)cndm)t claim should be considered to be
“added” matter and should be underlined.

714.23 Entry of Amendments, Direc-
tions for, Defective [R-22]

The directions for the entry of an amend-
ment may be defective, as, inaccuracy in the
line designated, or lack of precision where the
word to which the amendment is directed oc-
curs more than once in the specified line. If it
is clear from the context what is the correct
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. . the /next
OV informed of this altera-
his nmemdatory paper and the entry of

the amendment as thus amended. He will also
be informed of the nonentry of an amendment
‘where defective directions and context leave
'&Oﬂ% as to the mtent of apphcant i

7 14.24 Amendment of Amendment
. [R-25]
 Rule zu Amendment of amdmts When an
amendatory clause is to be amended, it should be
‘wholly rewritten and the original insertion canceled,
80 that no interlineations or deletions shall-appear in
the clause as finally presented. Mitter canceled by
it can be reinstated only: by a- subsequent
nemdment \presenting the feanceled matter as a new
insertion. ;

Hawever, where a relatlvely small amend-
ment to a previous amendment can be made
easily without causing the amendatory matter
to be obscure or difficult to follow, such small
amendment should be entered.

714.25 Discourtesy of Applicant or At-
torney [R-25]

Rule 3. Business to be conducted with decorum and
courtesy. Applicants and their attorneys or agents
are reguired to conduct their business with the Patent
Office with decorum and courtesy. Papers presented
fn viclation of this requirement will be submitted to
thke Commissioner and will be returned by his direct
order. Complaints against examiners and other em-
ployeezs must be made in communications separate
from other papers.

All papers received in the Patent Office should
be briefly reviewed by the clerk, before entry,
sufficiently to determine whether any disconrte-
ous remarks appear therein.

If the attorney is discourteous in the remarks
or arguments in his amendment, either the dis-
courtesy should be entirely ignored or the
paper submitted to the group director with a
view toward its being returned.

715 Swearing Back of Reference-Affi-
davit or Declaration Under Rule
131 [R-25]

Rule 131. Afidavit or declaration of prior invention to
opereome cited patent or publication. (a) When any

Bev. &5, Jan. 1972

ce. act on

‘which the domestic patent issued; or before the date of
‘the foreign patewt, or before the ‘date of the printed
publication, then the patent or publication cited shall

tbe applicatiom Original exh ;ts ot dmwings or rec-
ords, or photocopies thereof must accompany and form
part of the affidavit or declaratlon :or: their absence
satisfactorﬂy explained: :

Any printed publication dated prior to an
applicant’s effective filing date, or any domestic
patent of prior filing date, which is in its dis-
closure pertinent to the claimed invention, is
available for use by the examiner as a reference,
either basic or auxiliary, in the re]ectlon of the
claims of the application.

Such a rejection may be overcome, in certain
instances noted below, by applicant’s filing of
an affidavit or declaration under rule 131, known
as “swearing back” of the reference.

Aflidavits or declarations under rule 131 may
be used:

(1) Where the date of the foreign patent or
that of the publication is less than one year
prior to applicant’s effective filing date.

(2) Where the reference, a U.S. Patent, with
a patent date less than one year prior to apph-
cant’s effective filing date, shows but does not
claim the invention.

An affidavit or declaration under rule 131 is
not appropriate in the following situations:

(1) Where reference publication date is
more than one year back of applicant’s effective
filing date. Such a reference is a “statutory
bar”.

(2) Where the reference 1U.S. patent claims
the invention. See § 1101.02(a).

(3) Where reference is a foreign patent for
the same invention to applicant or his legal
representatives or assigns issued prior to the
filing date of the domestic application on an

108
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application filed more than twelve months prior
to the filing date of the domestic application.
(4) Where the effective filing date of appli-

cant’s parent application or an International

Convention proved filing date is prior to the
effective date of the reference, affidavit or
declaration under 37 CFR 1.131 is unnecessary
because the reference is not used. See §§ 201.11
to 201.15.

(5) Where the reference is a prior U.S. pat-

ent to the same entity, claiming the same inven-
tion, the question involved is one of “double
patenting.”
(6) W%)ere the reference is the disclosure of
a prior U.S. patent to the same party, not co-
pending, the question is one of dedication to
the public. Note however In re Gibbs and
Griffin, 168 USPQ 578 (CCPA 1971) which sub-
stantially did away with the doctrine of dedi-
cation.

Should it be established that the portion of
the patent disclosure relied on as the reference
was introduced into the patent application by
amendment and as such was new matter, the
date to be overcome by the affidavit or declara-
tion is the date of the amendment. In re Willien
et al., 1935 C.D. 229; 24 USPQ 210.

It should be kept in mind that it is the re-
jection that is withdrawn and not the refer-
ence.

108.1

715.01(a)
715.01 Reference Claims Foreign Fil-
ing Date [R-22]

The effective date of a United States Patent
for use as a prior art reference is not affected
by the foreign filing date to which the patentee
may be entitled under 85 U.S.C. 119, In re
Hilmer, 833 O.G. 13, 149 USPQ 480 (CCPA
1966) ; Lily et al. v. Brenner, 153 USPQ 95
(C.A.D.C.1967). Thereference patent is effec-
tive as of the date the application for it was filed
in the United States (35 U.S.C. 102(e) and
103). Hazeltine Research, Inc. et al. v. Bren-
ner, 824 0.G. 8; 147 USPQ 429; 382 U.S. 252
(U.S. Supreme Court 1965).

715.01(a) Reference a Joint Patent to
Applicant and Another
[R-25]

When subject matter disclosed but not
claimed in a patent issued jointly to S and an-
other is claimed in a later application filed by
S, the joint patent is a valid reference unless
overcome by affidavit or declaration under 37
CFR 1.131. In re Strain, 1951 C.D. 252; 89
USPQ 156: 38 CCPA 933. Disclaimer by the
other patentee should not be required. But see
§ 201.06.
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1
and the application which claims it are owned
by the same assignee does not avoid the neces-
sity of filing an affidavit or declaration under
rule 181. The common assignee does not obtain
any rights in this regard by virtue of common
ownership which he would not have in the ab-
sence of common ownership. In re Beck et al,,
1946 C.D, 398 ; 599 O.G. 357; Pierce v. Watson,
124 USPQ 856; In re Frilette and Weisz, 162
USPQ 163. ' FEIEEIRE T

715.01(c) Reference Is Publication of
Applicant’s Own Invention
' Unless it is a statutory bar, a rejection on a
publication may be overcome by a showing that
it was published either by applicant himself or
in his behalf, Ex parte Lemieux, 1957 C.D. 47;
725 O.G. 4; Ex parte Powell et al., 1938 C.D.
15; 489 O.G. 231.

When the unclaimed subject matter of a
patent is applicant’s own invention, a rejection
on that patent may be removed by the patentee
filing an affidavit establishing the fact that he
derived his knowledge of the relevant subject
matter from applicant. Moreover, applicant
must further show that he himself made the
invention upon which the relevant disclosure
in the patent is based. In re Mathews, 161
USPQ 276; 56 CCPA 1033. In re Facius, 161
USPQ 294; 56 CCPA 1348. See also § 201.06.

Co-ATTHORSHIP

Where the applicant is one of the co-authors
of a publication, cited against his application,
he is not required to file an affidavit or declara-
tion under rule 131. The publication may be
removed as a.reference by filing a disclaiming
affidavit or declaration of the other authors. Ex
parte Hirschler, 110 USPQ 384,

715.02 General Rule as to Generic
Claims [R-22]

A reference applied against generic claims
may (in most cases) be antedated as to sneh
elaims by an affidavit or declaration under rule
131 showing eompletion of the invention of only
a single species, within the genus, prior to the
effective date of the reference (assuming, of

109

LICATION: 715.05
e, that thq‘fiijeférénée is‘not ‘a statutory bar
tent claiming the same invention). See,
y715.03 for practice relative to chemi-

715.03 Practice Relative to Chemical
" Cases [R-34]

‘In chemical cases, where generic claims have
been rejected on a reference which discloses a
species not antedated by the affidavit or declara-
tion, the rejection will not ordinarily be with-
drawn unless the applicant is able to establish
that he was in possession of the generic inven-
tion prior to the effective date of the reference.
In other words, the affidavit or declaration un-
der rule 131 must show as much as the mini-
mum-disclosure required by & patent specifica-
tion to furnish support for a'generic claim.

“The principle 1s well established in chemical
cases, and. in cases involving compositions of
matter, that the disclosure of a speciesin a cited
reference is sufficient to prevent a later appli-
cant - from obtaining generic claim.” In re
Steenbock, 1936 C.D. 594; 473 O.G. 495.

Where the only pertinent disclosure in the
reference is a single species, which species is
antedated by the affidavit or declaration, the
reference is overcome. In re Stempel, 1957 C.D.
200; 717 O.G. 886.

MargusH TypeE Craim

Where a claim reciting a Markush group is
rejected on a reference disclosing but not claim-
ing a specific member of the group, the reference
cannot be avoided by an affidavit or declaration
under rule 131 showing different members of

the group.

715.04 Who May Make Affidavit or
Declaration [R-22]

A. The Inventor.

B. One of two joint inventors is accepted
where suitable excuse is given for failure of the
other applicant to sign. In re Carlson et al, 1936
C.D.95; 462 O.G. 479,

C. The Assignee or other party in interest
when it is not possible to produce the aflidavit
or declaration of the inventor. Ex parte Foster,
1903 C.D. 2135 105 O.G. 261,

Patent Claiming Same Inven-
tion [R-29]

When the reference in question is a non-
commonly owned patent claiming the same in-

715.05
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licat ; X9, , app
edy, if any, must be by way of rule 204 inst:
of rule 131. The examiner should therefore take
note whether the status of the patent as a ref-

TION. If the patent is claiming the same in-

vention as the application, this fact should be
noted in the Office action. . The reference patent
can then be overcome only by way of interfer-
ence. Note, however, 35;U.§.C. 135, § 1101.02

71507 : Facts and Documentarv Ev1-

" demee [R-22]

~'The essential thing to be shown under rule
131 is priority of invention and this may be
done by any satisfactory evidence of the fact.
FACTS, not conclusions, must be alleged, and
they must be shown by evidence in the form of
exhibits accompanying the affidavit or declara-
tion. Each exhibit relied upon should be specifi-
cally referred to in the affidavit or declaration,
in terms of what it is relied upon to show. For
examgle, the allegations of fact might be sup-
ported by submitting as evidence one or more of
the following:

(1) attached sketches;

(2) attached blueprints;

(3) attached photographs;

(4) attached reproductions
entries;

5) an accompanying model;

6) attached supporting statements by wit-
nesses, where verbal disclosures are the evidence
relied upon.

If the dates of the exhibits have been removed
or blocked off, the matter of dates can be taken
care of in the body of the oath or declaration.

The dates in the oath or declaration may be
the actual dates or, if the applicant does not
desire to disclose his actual dates, he may merely
allege that the acts referred to occurred prior
to a specified date.

A general allegation that the invention was
completed prior to the date of the reference is
not sufficient. Ex parte Saunders, 1883 C.D.
2323 0.G. 1224,

“If the applicant made sketches he should so
state, and produce and describe them; if the
sketches were made and lost, and their contents
remembered, they should be reproduced and
furnished in place of the originals. The same
course should be pursued if the disclosure was
by means of models, If neither sketehes nor
models are relied upon, but it is claimed that
verbal disclosures, sufficiently clear to indicate
definite conception of the invention, were made

of notebook

Bev. 42, Oct. 1974

_the invention to others.” .

110

early as possible
bing I?iiotv]%d?ge of

] -Ex-parte Donovan,
0.G.309. -
. The vit . or . declaration must . state
FACTS and. produce such documentary  evi-
dence and exhibits in support thereof as are
available to show conception and completion of
invention IN THIS COUNTRY, at least the
conception being at a date prior to the effective
date of the reference. Where there has not been
reduction to practice prior to the date of the
reference,  the applicant must -also show
diligence in the completion of his invention
from a time just prior to the date of the refer-
ence continuously up to the date of an actual
reduction te practice or up to the date of filing
his application (filing constitutes a constructive
reduction to practice, rule 131). R
""A’'conception -of an ‘invention, though evi-
denced by disclosure, drawings, and even a
model, is not a complete invention under the
patent laws, and confers no rights on an inven-
tor, and has no effect on a subsequently granted
patent to another, UNLESS HE FOLLOWS
IT WITH REASONABLE DILIGENCE
BY SOME OTHER ACT, such as an actual
reduction to practice or filing an application for
a patent. Automatic Weighing Mach. Co. v.
Pneumatic Scale Corp., Limited, 1909 C.D. 498;
139 0.G. 991. T

Conception is the mental part of the inven-
tive act, but it must be capable of proof, as by
drawings, complete disclosure to another per-
son, ete. In Mergenthaler v. Scudder, 1897 C.D.
724; 81 O.G. 1417, it was established that con-
ception is more than a mere vague idea of how
to solve a problem; the means themselves and
their interaction must be comprehended also.

The facts to be established under rule 131
are similar to those to be proved in interfer-
ence. The difference lies in the way in which
the evidence is presented. If applicant disagrees
with a holding that the facts are insufficient to
overcome the rejection, his remedy is by appeal
from the continued rejection.

Disclosure Documents (§ 1706) may be used as

documentary evidence.

715.07(a) Diligence [R-22]

Where coneeption occurs prior to the date of
the reference, but reduction to practice is after-
ward it is not enough merely to allege that ap-
plicant had been diligent. Ex parte Hunter,
1889 C.D. 218; 49 O.G. 733, '

What is meant by diligence is brought out in
Christie v. Seybold, 1893 C.D. 515; 64 O.G.

lage
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1650. In patent law, an inventor is either dili-
gent at a given time or he is not diligent; there
are no degrees of diligence. A man may be
diligent within the meaning of the patent law
when he is doing nothing, if his lack of activity
is excused. o ‘

Note, however, that only diligence before re-
duction to practice is a material consideration.
The “lapse of time between the completion or
reduction to practice of an invention and the
filing of an application thereon” (Ex parte
Merz, 75 USPQ 296) is not relevant to a rule
131 affidavit or declaration.

715.07(b)

Interference  Testimony
Sometimes Used [R-25]

In place of an affidavit or declaration the
testimony of the applicant in an interference
may be sometimes used to antedate a reference
in lieu of a rule 131 affidavit or declaration.

The part of the testimony to form the basis
of priority over the reference should be pointed
oué. Ex parte Bowyer, 1939 C.D. 5; 42 USPQ
526.

715.07(¢) Acts Relied Upon Must
Have Been Carried Out in
This Country [R-44]

The affidavit or declaration must contain an
allegation that the acts relied upon to establish
the date prior to the reference were carried out
in this country. See 35 U.S.C. 104,

35 U.8.C. $ 104. Invention made abroad. In proceed-

=g ings in the Patent and Trademark Office and in the

courts, an applicant for a patent, or a patentee, may
not establish a date of invention by reference to knowl-
edge or use thereof, or other activity with respect
thereto, in a foreign country, except as provided in sec-
tion 119 of this title, Where an invention was made by
a person. ¢ivil or military, while domiciled in the
TUrnited Statex and serving in a foreign country in con-
nection with operations by or on hehalf of the United
States, he shall be enfitled to the same rights of prior-
ity with respect to such invention as if the same had
the United States,

beern made in

715.07(d) of Exhibits

Disposition
[R-34]

Gxhibite, such as those filed as part of an
affiddavit or declaration under mile 131, that are
too bitli s to be placed in the application file are
retained in the examining gronp until the ease
is finally disposed of. When the case goes to
issiie (or abandonmenty the exhibits are sent
to the Supply and Reeeiving Section. notation to
this effect being made on the margin of the
affidavit or decluration. See § 605,03 (a).
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715.08 Passed Upon by Primary Ex-
, aminer [R-44]

The question of sufficiency of affidavits or
declarations under rule 131 should be reviewed
and decided by a primary examiner.

Review of questions of formal sufficiency
propriety are by petition to the Commissioner.
Such petitions are answered by the group
directors. (§1002.02(c), item 4(e))

Review on the merits of a rule 131 affidavit or
declaration is to the Board of Appeals.

715.09 Seasonable Presentation
(R-25]

Affidavits or declarations under rule 131 must
be timely presented in order to be admitted. Affi-
davits and declarations submitted prior to a final
rejection are considered timely,

An affidavit or declaration presented with a
first response after final rejection for the pur-
pose of overcoming a new ground of rejection or
requirement made in the final rejection is
entered and considered without a showing under
rule 116(b). No other affidavit or declaration
under rule 131 presented after final rejection
will be considered unless a satisfactory showing
is made under rule 116(b) or 195.

All admitted affidavits and declarations are
acknowledged and commented upon by the
examiner in his next succeeding action.

For affidavits or declarations under rule 131
filed after appeal see rule 195 and § 1212.

716 Affidavits or Declarations Travers-
ing Rejections, Rule 132 [R-25]

Rule 132. Affidavits or declarations traversing
graunds of rejection. When any claim of an application
iz rejected on reference to a domestic patent which sub-
stantially shows or describes but does not claim the
invention, or on reference to a foreign patent, or to a
printed publication, or to facts within the personal
knowledge of an employee of the Office, or when re-
jecred upon a mode or capability of operation attributed
to a reference, or because the alleged invention is held
to be inoperative or lacking in utility, or frivolous or in-
jurious to public health or morals, affidavits or declara-
tions traversing these references or objections may be
received,

NOTE THAT RULE 122 1S NOT APPLI-
CABLE TO A REJECTION BASED ON A
.5 PATENT WHICIT CLAIMS THE RIE-
JECTED INVENTION.

It s the responsibility of the primary ex-
ariner to personally review and decide whether
affidavits or declarations snbmitted under rule
122 for the purpose of traversing grounds of

g
B
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- falling under this rule.

716
rejection,

present sufficient :

_This rule sets forth the

Office consistently followed for a long pe

of time of recelving affidavit evidence tra-
rejections or objections, Ex parte
Grosselin, 1896 C.D. 39 76 O.G. 1573. The enu-
meration of rejections in the rule is merely
exemplary. All affidavits or declarations pre-
sented which do not fall within or under other
specific rules are to be treated or considered as

Affidavits or declarations under rule 132 must
be timely presented in order to be admitted.
Affidavits and declarations submitted prior to a
final rejection are considered timely. . -

‘An affidavit or declaration presented with a
first response after final rejection for the pur-
pose of overcoming a new ground of rejection
or requirement made in the final rejection is
entered and considered without a showing under
rule 116(b). No other affidavit or declaration
under rule 132 presented after final rejection
will be considered unless a satisfactory showing
is made under rule 116(b) or 195.

‘All admitted affidavits and declarations are
acknowledged and commented upon by the
examiner in his next succeeding action.

The following criteria are applicable to all
afidavits or declarations submitted under
rule 132:

(1) Affidavits or declarations must be timely
or seasonably filed to be entitled to considera-
tion. In re Rothermel et al., 1960 C.D. 204; 125
USPQ 328. Affidavits or declarations not timely
filed must meet the requirements of rule 195.

(2) Affidavits or declarations must set forth
facts, not merely conclusions. In re Pike et al.,
1950 C.D. 105; 84 USPQ 235. The facts pre-
sented in the affidavits or declarations must be
pertinent to the rejection. In re Renstrom, 1949
C.D. 306; 81 USPQ 390. Otherwise, the affi-
davits or declarations have no probative value.

(3) Affidavits or declarations should be
scrutinized closely and the facts presented
weighed with care. The affiant’s or declarant’s
interest is a factor which may he considered,
but the affidavit or declaration cannot he disre-
garded solely for that reason. In re McKenna
et al, 1953 C.D. 251; 97 USPQ 348; 203 F.2d
717; Bullard & Co. v. Coe, 1945 C.D. 13; 64
USPQ 359; 147 F.2d 568.

Rule 132 affidavits or declarations may be
classified in five groups, and such affidavits or
declarations must conform, in addition, to the
egtablished criteria and standards for the group
into which they fall. These groups and the
applicable standards are:

Rev. 44, Apr. 1975
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0se of the prior art must
elate to tt e relied upon and not other
prior art Ooms, 1946 C.D. 22;
68 USPQ 814; 153 F.2d 651, and the com-
parison must be with disclosure identical (not
similar) with that of the reference. In re Tatin-
cloux, 1956 C.D. 102; 108 USPQ 125; 43 CCPA
722, Otherwise, the affidavits or declarations
have no probative value. TR

Where the comparison is not identical with
the reference disclosure, deviations therefrom
should be explained—in re Finley, 1949 C.D.
284 ; 81 USPQ 383; 36 CCPA 999 and if not ex-
plained should be noted and evaluated, and if
significant, explanation should be required. In
re Armstrong, 1960 C.D. 422; 126 USPQ 281;
47 CCPA 1084. Otherwise, the affidavits or
declarations may be entitled to little weight.

Where the comparison shows unexpected re-
sults or advantages, it should be compared with
the application disclosure, since recitals of the
specification are controlling. Abbott v. Coe,
1940 C.D. 13; 109 F.2d 449. In re Rossi, 1957
C.D. 130; 112 USPQ 479; 44 CCPA 750. Ad-
vantages not disclosed carry little or no weight
in establishing patentability.

Affidavits or declarations setting forth ad-
vantages and asserting that despite familiarity
with the art, the claimed subject matter was not
obvious to affiants or declarants, do not afford
evidence of non-obviousness, where the advan-
tages relied upon are merely those which would
result from following the teaching of the prior
art. In re Henrich, 1959 C.D. 353; 122 UgPQ
388; 46 CCPA 933.

2. OPERABILITY OF APPLICANT'S DISCLOSURE

Since it is the examiner’s duty to pass upon
the operativeness of any invention which he is
called upon to examine he is free to express
his opinion on that question so long as he
gives reasons for his holding with clarity and
completeness. Therefore, he need not support
every rejection on inoperativeness with refer-
ences, affidavirs or declarations. In re Quattle-
baum, 84 TSPQ 383.

Affidavits or declarations attempting to show
that the structure deemed inoperative was seen
in operation by persons who vouch for its op-
erability, are insufficient. In re Perrigo, 1931
C.D. 512, 48 F.2d 965.

Where the invention involved is of such a
nature that it cannot be tested by known sci-
entific principles, theoretical arguments in af-
fidavit or declaration form are unacceptable,
and the only satisfactory manner of overcoming
the rejection is to demonstrate the operability
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by construction and operation of the invention.  cludes the presumption of operability—Metro-
Buck v. Ooms, 1847 C.D. 33; 72 USPQ 211; 159  politan Eng. Co. v. Coe, 1935 C.D. 54; 78 F.2d
¥.2d 462. In re Chilowsky, 1956 C.D. 155; 108  199. Examiners should not express any opinion
USPQ 321; 43 CCPA 775. on the operability of a patent. Therefore af-

fidavits or declarations attacking the operability

8. INOPERABILITY OF REFERENCES of a patent cited as a reference, though entitled
Since every patent is presumed valid (35  to consideration, should be treated, not as con-
7.S.C. 282), and since that presumption In-  clusive of the factual matter presented, but
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194 ;: ; :

a process if used by one skilled 5 . \
oduce the product or result described the:
thin

ing the all

also that skilled
f course, if they
red results, make

product. It is to.be pr
workers would as a matter
immediately obtain d

USPQ 418; 37 CCPA 88¢. . .
Where the affidavit or declaration presented
asserts inoperability in some features of the
patent. as to which it .was not relied upon, the
matter is of no concern. In re Wagner, 1939
C.D. 581; 26 CCPA 1193; 103 F.2d 414. .

Where the affidavit or declaration asserts in-
operability of the process disclosed in the refer-
ence for producing the claimed product, which
product is fully disclosed in the reference, the
matter is of no concern. In re Attwood, 1958
C.D. 204; 117 USPQ 184; 45 CCPA 824.

Where the affidavit or declaration presented
asserts that the reference relied upon is inopera-
tive, it is elementary that the claims presented
by applicant must distinguish from the alleged
inoperative reference disclosure; therefore the
matter is of no concern. In re Crecelius, 1937
C.D. 112; 24 CCPA 718; 86 F.2d 399: In re
Perrine, 1940 C.D. 465; 27 CCPA 1127: 111
F.2d 177: Inre Crosby, 1947 C.D.35; 71 USPQ
73; 3¢ CCPA 701.

Affidavit or declaration by patentee that he
did not intend his device to be used as claimed
by applicant is immaterial. In re Pio, 1955 C.D.
595 104 USPQ 177; 42 CCPA 746.

4. CoMmMERCIAL SUCCESS

Affidavits or declarations submitting evidence
of commercial success can have no bearing in a
cage where the patentability over the prior art
is not in doubt. In re Jewett et al, 1957 C.D.
420; 115 USPQ 134 : 247 F.2d 953 : Inre Trout-
man, 1960 C.D. 308 126 UUSPQ 56; 47 CCPA
308,

Affidavits or declarations showing commereial
success of a structure not related to the claimed
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i ion: #described and

uivalent indefinite language

2 r no evidenciary value. In re Trout-

g(l)‘t;n, C.D. 308;126 USPQ 56; 47 CCPA

Where affidavits:or. declarations show. .com-

mercial suceess it must appear that such success

resulted from the invention. as claimed. In re

Hollingsworth, 1958 C.D. 210; 117 USPQ 182;

45 CCPA 830, Otherwise the affidavit or decla-
ration showing is non-pertinent. "~ '~

© 5. SUFFICIENCY OF 'DISCLOSURE'

. Affidavits or declarations presented to show
that the disclosure of an application is sufficient
to oneskilled in the art.are not acceptable to
establish facts which. the specification . itself
should recite. In re Smyth, 1951 C.D. 449; 90
USPQ 106; 38 CCPA 1130, e e

- Affidavits or declarations purporting to ex-
plain the disclosure or to interpret the disclosure
of a pending application are usually not consid-
ered. In're gppenauer, 1944 C.D. 587; 62 USPQ
297; 31 CCPA 1248. R

717 - File Wrapper

717.01 Papers inFile Wrapper
[R-22]

Full details for processing file wrapper papers
are given in the Manual of Clerical Procedures.
Papers that do not become a permanent part of
the record should not be entered on the “Con-
tents” of the file wrapper. No paper legally
entered on the “Contents” should ever be with-
drawn or returned to applicant without special
authority of the Commissioner. Certain oaths
executed abroad are returned but a copy is re-
tained in the file. See § 604.04(a).

717.01(a) Arrangement of Papers in
File Wrapper [R-40]

Until revision for allowance, the specifica-
tion, amendments and all other communications
from applicant are fastened to the left side (cen-
ter fold) of the file wrapper. They are in in-
verse chronological order; that is, the commu-
nication with the latest “Mail Room” date is on
top. A similar arrangement is followed on the
right side, where Office actions and other com-
munieations from the Office are fastened, ex-
cept that the print is always kept on top for
the convenience of the examiner.

Rev. 40, Apr. 1974



A cegunly those papers required by
the prlnter are placed in the left Slde (center
seetmn) ‘of the file wrapper.

“The use of return self-addressed post cards
asa recelpt 1s covered in § 503

717.01(b) [R—40]

The prints of the drawing are fastened in-
side the file wrapper by the Customer Services
Division. A ‘paper number is asmgned by the
e!erk of the group.

~ The white paper pmnts shall always be kept
O’B ‘top of the ‘papers on the rxght of the ﬁle
wrapper.

All prints and 1nked sketches subsequently
filed to be part of the record should be en-
dorsed ‘with the date of their receipt in the
office and given their appropriate paper num-
ber. Note § 608.02(m). ,

. Prmts

717.02 Data Entered on File Wrapper
[R-37]

See also 8 707.10, 717.01.

If the examiner notices an error in any of
the data originally entered on the file wrap-
per, he should have it corrected by the Appli-
cation Division.

Hev. 40, Apr. 1074
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entered m rege i

717.02(b) Nmne ‘or: Resulence of In-
' ventor or Tltle Changed
. [R371 ,
The dlstmetlon between “remdence” and Post
Oﬂice address should not be lost sight of.

''Section 605 :04(c) explains the procedure to be
followed concerning sending the apxhcatlon to

the Assignment Division and the ppllcatlon
Dnnsmn when applicant changes name,’ \

“Unless™ specifically ' requested” by apphcant
the residence will not -be changed on the file.
For example, if a ‘new oath gives a different
residence from the ongmal the ﬁle w1ll ‘not
be changed :

717.03 Class1ﬁcatlon Durlng Examna-
tion [R-40]

When a new case is recelved in an examin-
ing group, the classification of the case and the
initials or name of the examiner who will ex-
amine it or other assigned docket designation
are noted in pencil in the upper lefthand corner
of the first sheet of the “heavy paper” (pink or
buff) print and in the designated spaces on the
file wrapper. These notations should be kept
current.




ims” found in le wrap
icati > kept up
0 b able inde all claims
1.4 case, and of the amendment i
which the claims are to be found. .

‘The preprinted series of claim numbers ap-
pearing on the file wrapper refer to the claim
numbers, as originally filed while the adjacent
column should be used for the entry of the final
numbering of the allowed claims. ..

Independent claims should be designated in
the. Insex of Claims by encircling the claim
number in red ink. .

A line in red ink should be drawn below the
number corresponding to the number of claims
originally presented. . Thereafter, a line in red
ink should be drawn below the number corre-
sponding to the highest numbered claim added
by each amendment.  Just outside the Index of
Claims form opposite the number. correspond-
ing to the first claim of each amendment there
should be placed the letter designating the
amendment.

If the claims are amended In rewritten form
under rule 121(b). the original claim number
should not be stricken from the Index of Claims
but a notation should be made in red ink in the
margin to the left of the original claim number,
ie. “Amend. 17; if the claim is rewritten a sec-
ond time, “Amend. 17 should be changed by
striking out “1" and inserting “2" above it.

As any claim is canceled a line in red ink
should be drawn through its number.

A space is provided for completion by the
examiner to indicate the date and type of each
Office action together with the resulting status
of each claim. A list of codes for identifying
each type of Office action appears below the
Index. At the time of allowance. the examiner
places the final patent claimm numbers in the
column marked “Final”.

717.05 Field of Search [R-18]

In each action involving a search. the exam-
iner shall endorse, on the flap of the file wrap-
per, the classes and subclasses and publications
searched, the date when the search was made
or was brought up to date and the examiner’s
initialg, all entries being in BLACK INK.
Great care should be taken, inasmuch as this
record is important to the history of the ap-
plication.

717.06 Foreign Filing Dates [R-38]
See §§ 201.14(c ). 20203 and 201.14(d).
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§$202.02 and 202,03,

720 Public Use Proceedings [R-42]
:Rule 292, Public use proccedings. (a) When a peti-
tion for theinstitution of public use proceedings, sup-
poerted by affidavits or declarations, is filed by one hav-
ing information of the pendency of an application and
is found, on reference to the primary examiner, to
make a' prima. facie showing that!the ‘invention: in-
volved in an interference or claimed in an application
believed to be on file had been in public use or on sale
one 'year hefore the filing of the application, or before
the date alleged by an interfering party in his prelimi-
nary statement or the dhte of invention established by
such 'party, a hearing may be had before'the Commis-
sioner 'to detérmine whether a public use proceeding
should be iustituted. If instituted, tines may be set for
taking testimony, which ‘shall be taken as provided by
rales 271 to 286. The petitioner will ‘be heard in the
proceedings but after decision therein will not be heard
further in the prosecution of the application for patent.
(b) The petition' and accompanying papers should
be filed in duplicate, or served upon the applicant, his
attorney or agent of record, and petitioner should offer
to bear any expense to which the Office may be put in
connection with the proceeding.

Public use proceedings are provided for in
Rule 292. The institution of public use proceed-
ings is discretionary with the Commissioner.
This section is intended to provide guidance
when a question concerning public use proceed-
ings arises.

A petition is required to initiate considera-
tion of whether to institute a public use proceed-
ing. The petitioner ordinarily has information
concerning a pending application which claims
subject matter that the petitioner alleges was in
“public use” or “on sale” in this country more
than one year prior to the effective United States
filing date of the pending application (see 35
U.S.C.. Section 119, 1st paragraph, and Section
120). He thus asserts that a statutory bar (35
U.S.C. 102(b)) exists which prohibits the pat-
enting of the subject matter of the application.

There are two types of public use proceed-
ings: ex parte and inter partes. It is important
to understand the difference. Tn the e parte
situation. the petitioner is not entitled, as a
matter of right, to inspect the pending applica-
tion. ‘Thus, he stands 1n no better position than
any other member of the public regarding access
to the pending application. In the infer partes
situation. the petitioner is involved in an inter-
ference with the pending application, and now
wishes to assert that the elaims of the pending
application (often the counts of the interfer-
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a pending application is no longer privy to the
applic’at?i%n"' c?)ntents -and- will accordingly. be
treated as an ex parte petitioner. . -0
720.01  Preliminary Handling [R-42]
.- A petition filed under rule 292 should be for-
warded to the Solicitor’s Office, and served in
accordance with rule 292(b). In addition, all
other papers filed relating to the petition or sub-
sequent fublic«, use. proceeding must be served
in accordance with rules 247 and 248. A member
of the Solicitor's staff will ascertain whether
the formal requirements of rule 292 have been
fulfilled. In particular, the petition will be re-
viewed to see if the alleged use or sale occurred
more than one year before the effective filing
date of the application, whether the petition
contains affidavits and exhibits to establish the
facts alleged, whether there is an offer to bear
expenses, whether there is an offer to produce
witnesses having knowledge of the public use
or sale, and whether the papers have been filed
in duplicate, or one copy has been served on
applicant. The application file is ordered and its
status ascertained so that appropriate action
may be taken. Where the application is involved
in an interference, the interference proceedi
will not normally be suspended if the proceed-
ing has entered the testimony period. Whether
the interference proceeding is suspended for
institution of the public use proceeding is
normally determined by the patent interference
examiner. : ,

‘In those ez parte situations where a petitioner
cannot identify the pending application by
serial number, the petition papers will be for-
warded to the appropriate group director for
an identification search. Once the application
file(s) is located. it should be forwarded to the
Solicitor’s Office.

720.02 Examiner Determination of
Prima Facie Showing [R-42]

Once the Solicitor’s staff member has deter-
mined that the petition meets the formal re-
quirements of rule 292. and the application’s
status warrants consideration of the petition,
he will prepare a letter for the Assistant Com-
missioner for Patents, forwarding the petition
and the application file to the examiner for
determination of whether a prima facie case
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, ed to the examiner. Whether
additional papers are accepted is‘within the dis-
retion of the Solicitor’s staff member. However,
cted paper filing is discouraged since the
should endeavor to ‘present their best

parties should end ,
case as to the prima facie showing at the earliest
possible time. No oral hearings or interviews
will be granted ‘at this stage, and the examiner

is cautioned not to answer any inquiries by the

petitioner or applicant, s
A prima facie case is established by the peti-
tion if the examiner finds that the facts asserted
in the affidavit(s), as supported by the exhibits,
if later proved true by testimony taken in the
public use proceeding, would result in a statu-
tory bar to the claims under 85 U.S.C. 102(b).
To make this determination, the examiner
must identify exactly what was in public use
or on sale, whether it was in use or on sale more
than one year before the effective filing date, and
whether the pending claims “read” on what
has been shown to be in public use or on sale.
On this last point, the examiner should compare
all pending claims with the matter alleged to
have been in use or on sale, not just the claims
identified by petitioner. While the public use
bar arises under 35 U7.S.C. 102(b), the examiner
should also consider the evidence for possible
later use in a 35 U.S.C. 103 rejection based on
obviousness of the claimed invention in light of
what has been established to be in public use
or on sale.

After having made his determination, the
examiner will forward a memorandum to the
Assistant Commissioner for Patents, stating his
findings and his decision as to whether a prima
facie case has been established. His findings
should include a summary of the alleged facts,
a comparison of at least one claim with the
device alleged to be in public use or sale, and
any other pertinent facts which will aid the
Assistant Commissioner in conducting the pre-
liminary hearing. The report should be prepared
in triplicate and addressed to the Assistant Com-
missioner for Patents.

720.03 Preliminary Hearing [R-42]

Where the examiner concludes that a prima
facie showing has not been established, both
the petitioner and the applicant are so notified
and the application proceedings are resumed
without giving the parties an opportunity to be
heard on the correctness of the examiner’s deci-




situation, grea Teat care wi
cussion’ of ‘any matte

pecifically captioned, the notifica-
tion of this hearing amounts to an order to show
‘cause why a public use proceeding should not be
held. No new evidence is to be introduced or dis-
cussed ‘at this hearing. The format of the hear-
ing is established by the member of the Solici-
tor’s staff, and the Assistant Commissioner for
Patents presides. T y attend as
the ex parte
' 1'to avoid dis-
which ‘are not ‘alread
tioner. Of course, appli
tion or consent
nature of his claims or other related matters.
‘After the hearing is concluded, the Assistant
Commissioner for Patents will decide whether
public use proceedings are to be initiated, and he
will send appropriate notice to the parties.

720.04 Public Use Proceeding Testi-
mony [R-42]

When the Assistant Commissioner for Pat-
ents decides to institute public use proceedings.
the case is referred to the examiner who will
conduct all further proceedings. The fact that
the affidavits and exhibits presented with the
petition for institution of the public use pro-
ceedings have been held to make out a prima
facie case does not mean that the statutory bar
has been conclusively established. The statutory
bar can only be established by testimony taken
in accordance with normal rules of evidence,
including the right of cross-examination. The
affidvits are not to be considered part of the
testimony and in no case can they be used as
:}x)ndence on behalf of the party submitting

em,

_ The procedure for taking testimony in a pub-

lic use proceeding is substantially the same as
that for taking testimony in an interference.
Normally, no representative of the Commis-
sioner need be present at the taking of the
testimony. ‘

The examiner will set a schedule of times
for taking testimony and for filing the record
and briefs on the basis of the following :

Petitioner’s testimony to close—60 days;

‘have been file

ducted by the examiner in'inter partes cases. In

she Y B
a 0 ‘been filed, and briefs

or me for filing applicant’s
brief has expi has not filed a brief,
a time will be set for an oral hearing to be con-

ez parte cases, an oral hearing is ordinarily not
held. In infer partes cases the hearing will be
conducted substantially in accordance with rule
- except argument will ordinarily
per side, Arguments

evidence adduced and

Final Decision [R—42]
The final decision of the examiner should be
“analogous to that rendered by the * * * [Board
of Patent Interferences] in an interference pro-
ceeding, analyzing the testimony and stating
* * # conclusions * * ¥, In re Townsend, 1913
C.D. 55. In reaching his decision, the examiner
is not bound by the prior finding that a prima
facie case has been established.

I£ the examiner concludes that a public use or
sale bar exists, he will enter a rejection to that
effect in the application file, predicating that
rejection on the evidence considered and the
findings and decision reached in the public use
proceeding. Where the application is involved
in a suspended interference and the examiner’s
conclusion applies to one or more of the claims
corresponding to the counts of the interference,
the examiner must dissolve the interference
ander rule 237 as to those counts on the basis
of the public use or sale. The twenty-day period
for arguments, referred to in rule 237, is not
applicable where the dissolution is based on the
finding of public use, inasmuch as full con-
sideration has already been given to the issue.
Where the examiner concludes that there is no
gublic use, or where the public use proceeding

ag been conducted concurrently with the inter-
ference proceeding, the examiner will address a
memorandum to the patent interference exam-
iner, notifying him of his decision in the pub-
lic use proceeding. The interference will con-
tinue or be terminated in accordance with the
action taken by the examiner. The examiner will
enter the appropriate rejection after the appli-
cation is returned to an ex parte status.
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ity and vacate the examine

be entertained except where there is a showfmg
of clear error. See Lz Parte Hartle

p ;
status, appel]ate review under 85 U. -
and 141-145 may be had of any adverse decision
rejecting claim (s), as a result of the ¢ exammer S
decision as to pubhc use or sale :

721 Fraud on the Patent and Trade-
- mark Office [R—43]

3TCFR 1. 56 Improper opphcatiom Any applieatwn
signed or sworn to in blank or Without actual inspec
tion by the apphcant, and any application altered or
partly ﬁiled in after being signed or swom to and also
any application traudulently ﬁled orin connection with
which any fraud is practiced or attempted on the
Patent and Trademark Office, may be stricken from the
files.

This sectlon deals w1th the manner in Wluch
an application, having a question of “fraud”
appearing therein, is to be examined.

GENERAL

The following language has been extracted
from the CCPA decision of Norton v. Curtiss,
167 USPQ 532 (1970), because it reflects the
theme of the recent court decisions and writings
on the matter of fraud and inequitable conduct
in patent prosecution.

“The * * * term ‘fraud’ in Rule 56 * * * refers
to the very same types of conduct which the eourts,
in patent infringement suits, would hold fraudn-
lent * * % (T)raditionally, the concept of ‘fraud’
has most often been used by the courts, in general,
to refer to a type of econduct so reprehensible that
it eould alone form the basis of an actionable
wrong (e.g., the common law action for deceit).
That narrow range of conduct, now frequently re-
ferred to as ‘technical’ or ‘affirmative’- fraud, is
looked upon by the law as quite serious. Because
gevere penalties are usually meted out to the party
found guilty of such conduet, technical fraud is
generally held not to exist unless the following in-
dispensable elements are found to be present: (1)
& representation of a material fact, (2) the falsity
of that representation, (3) the intent to deceive or,
at least, a wtate of mind so reckless as to the con-
sequences that it is held to be the equivalent of
intent (scienter), (4) a justifiable reliance upon
the misrepresentation by the party decefved which
induces him to act thereon, and (5) injury to the
party deceived as a result of hig reliance on the
misrepresentation * * %,
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T 'failure, for.: one reason or another, to satisfy all
the. elements of the technical offense often will not
. necessarily result ina holding of ‘no fraud’. Rather
the courts appear to lock at the equities of the par-
;ticular case and determine ‘whether. the conduct
“before . them-—-wlnch might have., been admittedly
less, ithan fraudulent in the technical - sense—was
. still reprehensible as to justify the court’s re-
enforoe the: rights of the party guilty of
,’such ( n,uct. It might be said :that. in such in-
stances the concept of fraud becomes mtermingled
- With the equitable doctrine of | unclean hands' A
©, court might still evaluate the evidence m light. of
" the traditional elements of technical fraud -but
.. will. now: include a broader range of conduct within
. each of. those, elements givmg consideration to the
- equities mvolved in: the particular case.
“In , suits. for patent infringement, unenforce-
ability, as well as noninfringement .or invalidity
under the patent laws, is a:statutory defense. See
35 U.S.C. 282(1). * * * (U)nenforceability due to
fraudulent 'procurement is a rather common de-
fense. In such circumstance, * * * the courts are
generally appliying -equitable principles in evaluat-
ing the charges of misconduct alleged to be fraudu-
lent. Thus, in suits involving patents, today, the
concept of ‘fraud’ on the Patent Office (at least
where a patentee’s conduct pertaining to the rela-
tive merits of his invention is concerned), encom-
passes not only that which * * * (has been earl-
ier) termed ‘technical’ fraud, but also a wider
range of ‘inequitable’ conduct found to justify
holding a patent unenforceable. The courts differ
as to the conduct they will recognize as being suffi-
ciently reprehensible so as to carry with it the
consequences of technical fraud.”

As might be expected, the courts have had
considerable difficulty in evaluatmg the conduct
of applicants before the Office to ascertain
whether their dealings were such as to consti-
tute fraud or inequitable conduct. Most often,
the question reduces itself to whether the appli-
cant failed to disclose to the Office either facts
or prior art known to the applicant, but not
known to the examiner. The fact that such a
duty-to-disclose exists has been emphasized in
two Supreme Court Decisions: Precision In-
strument Mfg. Co. v. Automotive Maintenance
Mackine Co.. 65 U.S.P.Q. 133 (1945) and
Kingsland v. Dorsey, 83 U.S.P.Q. 330 (1949).

However, it is di cult to state presently with
clarity exactly what prior art or facts the patent
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ely to appear in

744 ity of
“fraud” questions arise in reissue applications
where the patent is involved in litigation. The
reissue application may, or may not, contain
changes to.the specification, drawings or claims
of the patent. ] frequenﬁy, he reissue applica-
tion will be f rely to bring to th
of the Office, prior art which was not co ;
during the examination of the parent ap )
tion. The decision of the Court of Customs and
Patent Appeals in /n re Wittry, 180 USPQ 820,
decided - .}January 1 4. mdlcates that the
statutes afford no authority for reissue where
there has been a failure to assert a difference in
scope between the original and reissue clalms or
where there has been an inclusion of new reissue
claims of the same scope as those already
granted.

B. Protests to the grant of a patem‘ Another
instance in which the issue of “fraud” may be
raised is through a protest under 37 CFR 1.291.
The protester may be a party to litigation in-
volving a patent and thereby has obtained
knowledge of a pending reissue application, or

simply a third party who has obtained a knowl-
edge of a pending application and has submit-
ted facts which he thinks would make the grant
of a patent improper.

a questlon of frau
one of the f

721.01 Examination of Patent Appli-
cations Having an Issue of
Fraud [R-43]

In the event that a question of “frand” is pres-
ent in an application. the application should be
examined in accordance with the following
guidelines:

1. Forwarding to the Assistant Commissioner
for Patents.

Any application in which, or in relation to
which, some facts or representations are made
bearing on the question of “frand” should be
forwarded to the Office of the Assistant Com-
missioner for Patents as soon as the facts or
representations are discovered. Such a for-
warded application should be accompanied by
a brief memorandum, signed by the group di-
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e examination
should. be completed a ] matters except
that any issues relating to possi

not, be consxdﬁred by the exazmner. The Office

any questlons
proper conduct
g olution of all
other matters (re]ectlons* ,ob}eatmns, a
etc.) in favor of ap hcant. No claim w111
dicated ‘as “allowable” or “allowed” in- these
cases since the apphc‘ ion will not be in condi-
tion for allowance, even if the claims are other-
wise patentable, until after the “fraud” question
is resolved. The action by the examiner should,
where appropriate only indicate that the d931g-
nated claims avoid the prior art. the rejections
of record, etc. A statement by the examiner that
the claims are allowable would be inappropriate
where a substantial issue such as fraud remains
unresolved.

If the application is a reissue application, the
action by the examiner may extend to a deter-
mination that the “error” required by 85 U.S.C.
251 has not been shown. However, no comment
should be made by the examiner as to whether
or not any “error” found in the appllcatlon was
with or without “deceptive intention.”

When all matters, except any issues relating
to possible “fraud” have been overcome, the
examiner should close the prosecution of the
application on its merits using the following
language in his Office action.

“In view of applicant’s communication filed
. claim§s ——— are considered to avoid
the rejections of record in the application. Ac-
cordingly. prosecution before the examiner on
the merits of this application is closed. How-
ever, a determination of the issues relating to
the questlon of frand remains outstanding.

The application is being referred to the Office
of the Assistant Conunissioner for Patents for
further consideration in regard to the question
of fraud. Applicant will lw sent. further com-
muniecations in dne course.”

In a situation involving an application which
would have been in condition for allowance on
a first action except for an issue relating to pos-
gible “fraud” the examiner should close the
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prosecution of the applicati
using the followmg g
action. o

“Prosecution ﬁ' b,éfq ~ xammgr on the
merits of this. applic on is closed. However, a
determination of any issues re!atmg to the ques-'
tion of fraud remaims anding.

“The application is bemg referred to the Of-
fice of the Assistant Commissioner for Patents
for further consideration in regard to the ques-
tion of fraud. Apphr:ant WIH be sent further
communications in due course.”

'After mailing of the Office action, the appli-
cation should be transmitted by the group direc-
tor to the Office of the Assistant Commissioner
for Patents for consideration of the question of
fraud. If additional information from the ex-
aminer is necessary, or. .desirable, to the proper
conduct of the inw esttgaﬁon, the application
may be returned to the examiner, by way of the
group director, to supply such 1nformat10n.

3. Order to show cause issued.

If the investigation reveals that a przma facie
case of ‘fraud’ exists, an “Order to Show Cause™
why the application should not be stricken
under 37 CFR 1.56 will be issued.

A. Stricken. If no satisfactory answer to

L, such an “Order to Show Cause” is received, the
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: a ‘prima: fac1e case of
fmud does not exlst, or the alleged fraud is ade-
quately rebutted, a decision will be entered in

the application’ ﬁle stating that the Office has

found no evidence of fraud’ necessitating strik-
ing the application under 37 CFR 1.56. After a
decision not to strike, the apphcatlon will be
returned to the examining group for allowance
of the application or for any other actlon as
may be appropriate. ,

4. Immediate action 'regwred

In the event immediate action on the question
of fraud is necessary, the normal ex parte pros-
ecution by the examiner will be delayed until
action on the ‘question of fraud has been
campleted

3. Abtmdonment af applwatzon e

If the application should become abandoned
for any reason, the apphcatlon, along with a
memorandum by the group director setting
forth any information relevant to the reasons
for abandonment, should be transmitted to the
Office of the Assistant Commissioner prior to
the forwarding of the application to the Aban-
doned Files Unit.
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