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Title 37 — Code of Federal Regulatmns
~ Patents, Trademarks and Copyrlghts

CHAPTER 1—-PATENT AND TRADEMARK
OFFICE, DEPARTMENT OF COMMERCE

SUBCHAPTER A — GENERAL
PATENTS

Par ‘

1 Rules of practice in patent cases

3 Assignment, Recording, and Rights of Assignee

5 Secrecy of certain inventions and licenses to export and
file applications in foreign countries

7 Register of Government interests in patents

Index I — Rules relating to patents

PRACTICE BEFORE THE PATENT AND
TRADEMARK OFFICE

10 Representation of others before the Patent and
Trademark Office

Index [II — Rules relating to practice before the Patent

and Trademark Office

15 Service of Process

15a Testimony by Employees and the Prodyction of
Documents in Legal Proceedings
SUBCHAPTER C - PROTECTION OF

FOREIGN MASK WORKS

150 Requests for Presidential proclamations pursuant to
17 US.C. 902(a)(2)

SUBCHAPTER A — GENERAL

PART 1 — RULES OF PRACTICE IN
PATENT CASES

Subpart A ~ General Provisions

GENERAL INFORMATION AND
CORRESPONDENCE

1.1 Al communications 10 be addressed to the Commistioner of
Paterys and Trademarks.

1.2 Business to be transacted in writing.

1.3 Business to be conducted with decorum and coustesy.

14 WNature of correspondence and signature requirerments,

1.5 Identification of application, patent, or registration.

1.6 Receipt of comespondence,

1.7 Times for taking action; expiration on Saturday Sunday or Federal
holiday.

18 Cemﬁcateofmalhngoru'ansmmon

1.9 Definitions.

1.10 Filing of papers and fees by “Express Mail” with certificate.

RECORDS AND FILES OF THE PATENT AND
TRADEMARK OFFICE

1.11  Files open to the public,

112 Assignment records open to public inspection.
113 Copies and certified copies.

114 Patent applications preserved in secregy.

115 Requests for identifiable records.

FEES AND PAYMENT OF MONEY
116 National application filing fees.
117 Patent application processing fees.
118 Patent issue fees.
119  Document supply fees.
120 Post—issuance fees.
121 Miscellaneous fees and charges.
122 Fees payable in advance,
123 Method of payment.
124 Coupons.
1.25 Deposit accounts.
126 Refunds.
127 Statement of status as small entity.
1.28 Effect on fees of failure to establish status, or change status, as a
smaill entity.

Subpart B — National Processing Provisions

PROSECUTION OF APPLICATION AND

APPOINTMENT OF ATTORNEY OR AGENT
131 Applicants may be represented by a registered atiorney or agent.
132 [Reserved]
1.33 Correspondence respecting patent applicatons, reexamination
proceedings, and other proceadings.
134 Recognition for repeesentation,
1.36 Revocation of power of attorney or authorization; withdrawal of
aticmey or agent.

WHO MAY APPLY FOR A PATENT

141  Applicant for patent.

142 When the inventor is desd,

143 When the inventor is insane or legally incapacitated.

1.44  Proof of authority.

145 Joint inventors.

146  Assigned inventions and patens,

1.47 Fiing when an inventor refuses to sign or cannot be reached.
148 Correction of iwentorship.
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151

1.52
1.53
1.54
1.55
-1.56
1.57
1.58
1.59
1.60

1.61
1.62

1.63
1.64
1.66
1.67
1.68
1.69
1.70

.71
1.72
1.73
1.74
1.75
1.77
1.78

1.79

1.81
1.83
1.84
1.85
1.88[

- 1.91

1.92
1.93
1.94
1.95
1.96

‘General requisites of an appheauon.

Language, paper, writing, margins. © S
;Apphmuon number, filing date, andoompleuon of applmuon. S

MANUAL OF PATENT EXAMINING PROCEDURE

THE APPL[CAT[ON ; REE RN : l_.104~. :Nature ot‘ examination; cxammer’s nctlon ‘~ 3
L e ‘1.105.‘,Completenessofexanuner’sacuon S
”-;;,Rejecuon of claims.. '

Parts of applrcatlon to be frled together, ﬁlmg recelpt
Clalm for foceign | prlorrty :

Duty to dlsclose mformatron matenal to patentablhty
[Reserved] - '

Chemical and mathematlcal formulas and tables :
Papers of appllcatlon with filing date not tobe returned ,
Continuation or divisional applicationfori mventron drsclosed m a o

prior nonprovrsronal appllcauon . S e N b ;'
[Reserved] o o L1112 Reconsideration.
File wrapper continuing procedure : ' N Bk :Fmal rejecnon or actlo .
OATH OR DECLARATION . S AMENDMENTS
Oath or declaration. 1.115 - Amendment.
Person making oath or declaration. : - - 1116 Amendments after final actlon.
Officers authorized to administer oaths. 1117 Amendment and revision required.
Supplemental oath or declaration. 1.118 Amendment of disclosure.
Declaration in lieu of oath. - ’ 1.119 'Amendment of claims.
Foreign language oaths and declarations. 1121 Manner of making amendments
[Reserved]) 1.122  Entry and consideration of amendments,
1.123  Amendments to the drawing, -
SPECIFICATION 1.124 Amendment of amendments,
Detailed description and specification of the invention. 1.125 Substitute specification.
Title and abstract. 1.126 Numbering of claims.
Summary of the invention. 1.127 Petition from refusal to admit amendment.
Chimepy o TRANSITIONAL PROVISIONS
Astangement of application elements. 1.129 Transitional procedures for limited examination after final
Claiming benefit of earlier filing date and cross—references to rejection and restriction practice.
th ications.
Oherspplications. permitted AFFIDAVITS OVERCOMING REJECTIONS
1.131 Affidavit or declaration of prior invention to.overcome
THE DRAWINGS cited patent or publication.
Drawings required in patent application. 1.132  Affidavits or declarations traversing grounds of rejection.

Content of drawmg.. INTERVIEWS

Standards for drawings. .

Corrections to drawings. 1133 Interviews.

Removed and Reserved] TIME FOR RESPONSE BY APPLICANT
MODELS, EXHIBITS, SPECIMENS ABANDONMENT OF APPLICATION

Models not generally required as part of application or patent. 1.134 . Time period for response to an Office action.

Model or exhibit may be required. 1.135 Abandonment for failure to respond within time period.

Specimens, ‘ 1.136 Filing of timely responses with petition and fee for extension

Return of models, exhibits, or specimens. of time and extensions of time for cause.

Copies of exhibits. 1.137 Revival of abandoned application,

Submission of computer program listings. 1.138 Express abandonment.

1,139 Revival of provisional application.

INFORMATION DiSCLOSURE STATEMENT

JOINDER OF INVENTIONS IN ONE

1.97 Filing of information disclosure statement.
1.98 Content of information disclosure statement, APPLICATION; RESTRICTION
1.99 (Reserved] 1.141 Different inventions in one national application.
1.142 Requirement for restriction.

EXAMINATION OF APPLICATIONS 1.143 Reconsideration of requirement.
1.101  Order of examination. 1.144 Petition from requirement for restriction,
1.102 Advancement of examination. 1.145 Subsequent presentation of claims for different invention.
1.103 Suspension of action. 1.146 Election of species.
Rev. 1, Sept. 1995 R~-2



1.151
1.152
1.153
1.154
1.155

1.161
1.162
1.163
1.164
1.165
1.166
1.167

1.171
1.172
1173
1.174
L.175
1.176
1.177
1.178
L.179

1.181
1.182
1.183
1.184

'PATENT RULES o

. DESIGN PATENTS
Rules applicable.
Design drawings..
Title, description and claim, oath or declaratton.
Arrangement of specification.
Issue and term of design patents.

PLANT PATENTS

‘Rules applicable.

Applicant, oath or declaratton
Specification.

Claim.

Plant drawings.

Specimens.

Examination.

REISSUES

Application for reissue.

Applicants, assignees.

Specification.

Drawings,

Reissue oath or declaration.
Examination of reissue.

Reissue in divisions.

Original patent.

Notice of reissue application.

PETITIONS AND ACTIONS BY THE
COMMISSIONER

Petition to the Commissioner.

Questions not specifically provided for.
Suspension of rules.

Reconsideration of cases decided by former
Commissioners.

APPEAL TO THE BOARD OF PATENT APPEALS

1.191
1.192
1.193
1.194
1.195
1.196
1.197
1.198

1.248

AND INTERFERENCES

Appeal to Board of Patent Appeals and Interferences.
Appellant’s brief.

Examiner’s answer.

Oral hearing.

Affidavits or declarations after appeal.

Decision by the Board of Patent Appeals and Interferences.
Action following decision.

Reopening after decision.

MISCELLANEOUS PROVISIONS

Service of papers; manner of service; proof of service in
cases other than interferences.

PROTESTS AND PUBLIC USE PROCEEDINGS

1.291
1.292
1.293
1.294

Protests by the public against pending applications.
Public use proceedings.

Statutory invention registration.

Examination of request for publication of a statutory
invention registration and patent application to which the
request is directed.

1.295

1296
. registration,
1.297~

REVIEW OF PATENT AND TRADEMARK

1.301
1302

1303
1304

1311
1312
1313
1314
1.315
1316
1317
1.318

1.321

1322
1323
1.324
1325

1.331
1332
1,333
1.334
1.335

1.351
1.352

1.362
1.363
1.366
1377

1.378

1.401
1.412

R-3

Review of decmon ﬁnally refusmg to publtsh a statutary

.Ainveation regtsttatton

thhdrnwa!cftequestforpubllcauonofstatutorymventlon o

Publlcauon of statutory mvenuon reglstratton

OFFICE DECISIONS BY COUKT

; Appeal toUS. Court of:- Appeals for the Federal Clrcuu o

Notice of appeal. ~  °
Civil action under 35U. S C 145 146 306
Time for appeal or civil actton ‘

 ALLOWANCE AND ISSUE OF PATENT _

Notice of Allowance.
Amendments after allowance,

- Withdrawal from issue.

Issuance of patent.

Delivery of patent.

Application abandoned for failure to pay issue fee.

Lapsed patents; delayed payment of balance of issue fee.
Notification of national publication of a patent based on an
international application.

DISCLAIMER

Statutory disclaimers, including terminal disclaimers.

CORRECTION OF ERRORS IN PATENT

Certificate of correction of Office mistake.
Certificate of correction of applicant’s mistake.
Correction of inventorship in patent.

Qther mistakes not corrected.

ARBITRATION AWARDS

{Reserved)
[Reserved)
[Reserved]
[Reserved]
Filing of notice of arbitration awards.

AMENDMENT OF RULES

Amendments to rules will be publishéd.
Publication of notice of proposed amendments.

MAINTENANCE FEES

Time for payment of maintenance fees,

Fee address for maintenance fee purposes.

Submission of maintenance fees.

Review of decision refusing to accept and record payment of
a maintenance fee filed prios to expiration of patent.
Acceptance of delayed payment of maintenance fee in
expircd patent to reinstate patent.

Subpart C — International Processing

Provisions
GENERAL INFORMATION

Definitions of terms under the Patent Cooperation Treaty.
The United States Receiving Office.
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1.413
1.414

1.415
1.416

1.421
1.422
1.423
1.424
1.425

1.431
1.432
1.433
1.434
1.435
1.436
1.437
1.438

1.445
1.446

1.451

1.455

1.465
1.468

1.471

1472

1475

1476
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. The United States Intemnational Searching Authority,

The United States Patent and Trademark Offnce asa Desngnated
Office of Elected Office. .

The International Bureau.

The United States International Prehmmary Examlmng
Authorlty

WHO MAY FILE AN INTERNAT‘IONAL‘

. APPLICATION
Applicant for international application. .
When the inventor is dead.
When the inventor is insane or legally incapacitated.
Joint inventors.
Filing by other than inventor.

THE INTERNATIONAL APPLICATION

Intecnational application requirements.

Designation of States and payment of designation fees.
Physical requirements of international application.
The request.
The description.
The claims.
The drawings.
The abstract.
FEES
International application filing, processing, and search fees.

Refund of international application filing and processing fees.

PRIORITY

The priority claim and priority document in an international
application.

REPRESENTATION

Representation in international applications.

TRANSMITTAL OF RECORD COPY

Pracedures for transmittal of record copy to the
International Bureau.

TIMING

Timing of application processing based on the priority date.
Delays in meeting time limits.

AMENDMENTS

Corrections and amendments during international
processing.

Changes in person, name, or address of applicants and
inventors.

UNITY OF INVENTION
Unity of irvention before the International Searching Authority, the
International Preliminary Examining Authority, and during the
national stage.
Determination of unity of invention before the
Internationsl Searching Authority.

K f :1;477 Pmtesx to lack of umty of uwenum befom rhe Intemanmal

" Searchmg Authonty

INTERNATIONAL PRELIMINARY
' EXAMINATION 5

" 1.480 ‘Demand for mternatlonal prellmmary exammatlon
1482 International prehmmary examination fees e

1.484 Conduct of international. prehmmary exammanon

1.485 Amendments byappllcant durmg mternatlonal prellmmary g

exammatlon

1487 [Reserved]

1.488 Determination of umgy of invention before the InternatlonaI
Preliminary Examining Authority.

1.489 Protest to lack of unity of mventlon before the’ InternatxonaI '
Preliminary Exammmg ‘Authority.

NATIONAL STAGE

1.491 Entry into the national stage.

1.492 National stage fees.

1.494 Entering the national stage in the United States of Amenca
as a Designated Office.

1.495 Entering the national stage in the United States of America
as an Elected Office.

1.496 Examination of international appllcauons in the national
stage.

1.497 Oath or declaration under 35 U.S.C. 37I(c)(4)

1,499 Unity of invention during the national stage.

Subpart D — Reexamination of Patents

CITATION OF PRIOR ART

1.501 Citation of prior art in patent files. '

REQUEST FOR REEXAMINATION

1.510 Request for reexamination.
1.515 Determination of the request for reexamination.
1.520 Reexamination at the initiative of the Commissioner.

REEXAMINATION

1.525 Order to reexamine.

1.530 Statement and amendment by patent owner.

1.535 Reply by requester.

1540 Consideration of responses.

1.550 Conduct of reexamination proceedings.

1.552 Scope of reexamination in reexamination proceedings.

1,555 Information material to patentability in reexamination
proceedings.

1.560 Interviews in reexamination proceedings.

1.565 Concurrent office proceedings.

CERTIFICATE

1.570 lIssuance of reexamination certificate after reexamination
proceedings.



1.601
1.602

1.603

1.604

1.605
1.606

1.607
1.608

1.609
1.610

1.611
1.612
1.613

1.614
1.615
1.616
1.617
1.618
1.621
1.622

1.623
1.624
1.625
1.626
1.627

1.628
1.629
1.630
1.631

1.632

1.633
1.634
1.635
1.636
1.637
1.638
1.639
1.640

1.641
1.642
1.643
1.644
1.645
1.646
1.647
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Subpart E — Interferences

Scope of rules, definitions.

Interest in applications and patents involved in an
interference.

Interference between. apphcanons, subject matter of the
interference.

Request for interference between appllcatlons by an
applicant.

Suggestion of claim to applicant by examiner.
Interference between an application and a patent; subject
matter of the interference.

Request by applicant for interference with patent.
Interference between an application and a patent

prima facie showing by applicant.

Preparation of interference papers by examiner,
Assignment of interference to examiner—in—chief, time
period for completing interference. '
Declaration of interference.

Access to applications.

Lead attorney, same attorney representing different parties

in an interference, withdrawal of attorney or agent.
Jurisdiction over interference.

Suspension of ex parre prosecution.

Sanctions for failure to comply with rules or order.
Summary judgment against applicant.

Return of unauthorized papers.

Preliminary statement, time for filing, notice of filing.
Preliminary statement, who made invention, where
invention made.

Preliminary statement; invention made in United States.
Preliminary statement; invention made abroad.
Prefiminary statement; derivation by an opponent.
Preliminary statement; earlier application.

Preliminary statement; sealing before filing, opening of
statement.

Preliminary statement; correction of error.

Effect of preliminary statement.

Reliance on earlier application.

Access to preliminary statement, service of preliminary
statement.

Notice of intent to argue abandonment, suppression, or
concealment by opponent,

Preliminary motions.

Motion to correct inventorship.

Miscellaneous motions.

Motions, time for filing.

Content of motions.

Opposition and reply, time for filing opposition and reply.

Evidence in support of motion, opposition, or reply.
Motions, hearing and decision, redeclaration of
interference, order to show cause,

Unpatentability discovered by examiner—in~chief.
Addition of application or patent to interference.
Prosecution of interference by assignee.

Petitions in interferences.

Extension of time, late papers, stay of proceedings.
Service of papers, proof of service.

Translation of document in foreign language.

1.651

1.652
1.653

1.654°

1655
1.656
1657
©1.658
1.659
1.660
1.661
1.662

1.663
1.664
1.665

1.666

1.671
1.672
1.673
1.674
1.675

1.676
1.677
1.678
1.679
1.682
1.683
1.684
1.685
1.687
1.688
1.690

Setting times for dlscovery and takmg testlmony, pames
entitled to take testimony.

Judgment for failure to take tesumony or file record
Record and exhibits.

Final hearing. - :

Matters considered in rendering a ﬁnal decision,

Briefs for final hearing.

‘Burden of proof as to-date of i mventlon ;

Final decision.

Recommendation. _ )
Notice of reexamination, reissue, protest, or litigation. °
Termination of interference after judgment. -

Request for entry of adverse judgment; reissue filed by
patentee.

Status of claim of defeated apphcant after mterference
Action after interference.

Second interference.

Filing of interference settlement agreements.

Evidence must comply with rules.

Manner of taking testimony.

Notice of examination of witness.

Persons before whom depositions may be taken.
Examination of witness, reading and signing transcript of
deposition.

Certification and filing by officer, marking exhibits.
Form of a transcript of deposition.

Transcript of deposition must be filed.

Inspection of transcript.

Official records and printed publications,

Testimony in another interference, proceeding, or action.
Testimony in a foreign country.

Errors and irregularities in depositions.

Additional discovery.

Use of discovery.

Arbitration of interferences.

Subpart F — Extension of Patent Term

1.701
L710
1.720
1.730
1.740
1.741
1.750
1.763
1.765
1770
1775

1.776
LT
L7718
1.7

1.780
1.785

Extension of patent term due to prosecution delay.

Patenits subject to extension of the patent term,

Conditions for extension of patent term.

Applicant for extension of patent term.

Application for extension of patent term.

Filing date of application.

Determination of eligibility for extension of patent term.
Interim extension of patent term under 35 U.S.C. 156(e)(2).
Duty of disclosure in patent term extension proceedings.
Express withdrawal of application for extension of patent term.
Calculation of patent term extension for 8 human drug,
antibiotic drug or human biological product,

Calculation of patent term extension for a food additive or
Calculation of patent term extension for 2 medical device.
Calculation of patent term extension for an animal drug product.
Calculation of patent term extension for a veterinacy
biological product.

Certificate of extension of patent term.

Mutltiple applications for extension of term of the same
patent or of different patents for the same regulatory review

period for a product.
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1.790  Interim extension of patent tenn .under 35 U.S.C. 156(d)(5).
1791 Termination of interim extension granted prior to regulatory
_ approval of a product for commercial marketing or use.

Subpart G — Biotechnology Invention
~Disclosures ‘

DEPOSIT OF BIOLOGICAL MATERIAL

1.801 Biological material.

1.802 Need or opportunity to make a deposit.
1803 Asceptable depository.

1.804 Time of making an original deposit.
1.805 Replacement or supplement of deposit.
1.806 Term of depasit.

1.807 Viability of deposit.

1.808 Fumnishing of samples.

1.809 Examination procedures. -

APPLICATION DISCLOSURES CONTAINING
NUCLEOTIDE AND/OR AMINO ACID
SEQUENCES

1.821 Nucleotide and/or amino acid sequence disclesures in
patent applications.

1.822  Symbols and format to be used for nucleotide and/or amino
acid sequence data.

1823 Requirements for nucleotide and/or amino acid sequences
as part of the application papers.

1.824 Form and format for nucleotide and/or amino acid
sequence submissions in computer readable form.

1.825 Amendments to or replacement of sequence listing and
computer readable copy thereof,

Appendix A - Sample Sequence Listing.

Appendix B ~ Headings for Information ftems in §  1.823.

Subpart A — General Provisions

GENERAL INFORMATION AND
CORRESPONDENCE

§ L1 All communications to be addressed to the
Commissioner of Patents and Trademarks.

(a) All letters and other communications intended
for the Patent and Trademark Office must be addressed
to “Commissioner of Patents and Trademarks,” Wash-
ington, D.C. 20231. When appropriate, a letter
should also be marked for the attention of a particular
officer or individual.

(b) Letters and other communications relating to
international applications during the international stage
and prior to the assignment of a national serial number
should be additionally marked “Box PCT.”

(c) Requests for reexamination should be addition-
ally marked “Box Reexam.”

Rev. 1, Sept. 1995
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(d) Payments of mamtenance fees in. patents andl ‘
other commumcatxons relatmg thereto should be addl-o o

tlonally marked “Box M. Fee.”

(e) Commumcatlons relatmg to mterferences and -

applications “or. patents involved - m -an.. mterference

“‘should be additionally marked “BOX INTERFER-_'IV

ENCE.” . ~ : :
(f) All apphcatlons for exten51on of patent term
and any communications. relating thereto intended for
the Patent and Trademark Office should be’ addmonally
marked “Box Patent Ext.” When appropriate, the
communication should also be marked to the attention
of a particular individual, as where a decision has been
rendered.

(g) All communications relating to pending litiga-
tion which are required by the Federal Rules of Civil or
Appellate Procedure or by a rule or order of a court to be
served on the Solicitor shall be hand—delivered to the
Office of the Solicitor or shall be mailed to: Office of the
Solicitor, PO. Box 15667, Arlington, Virginia 22215 or
such other address as may be designated in writing in the
litigation. All other communications to the Office of the
Solicitor should be addressed to: Box 8, Commissioner
of Patents and Trademarks, Washington, D.C. 20231,
Any communication which does not involve pending
litigation which is received at P.O. Box 15667 will not be
filed in the Office but will be returned. See §§ 1.302(c)
and 2.145(b)(3) for filing notice of appeal to the U.S.
Court of Appeals for the Federal Circuit.

(h) In applications under section 1(b) of the Trade-
mark Act, 15 U.S.C. 1051(b), all statements of use filed
under section 1(d) of the Act, and requests’ for exten-
sions of time therefor, should be additionally marked
“Box ITU.”

(i) The filing of all provisional applications and any
communications relating thereto should be additionally
marked ”Box Provisional Patent Application.”

NOTE. — Sections 1.1 to 1.26 are applicable to trademark
cases as well as to national and international patent cases except
for provisions specifically directed to patent cases. See § 1.9 for
definitions of “national application” and “international appli-
cation.”

[46 FR 29181, May 29, 1981; para. (d) added, 49 FR 34724,
Aug. 31, 1984, effective Nov. 1, 1984; para. (e), 49 FR 48416,
Dec.12, 1984, effective Feb. 11, 1985, para. (f) added, 52 FR
9394, Mar. 24, 1987; para. (g) added, 53 FR 16413, May 9, 1988;
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para. (h) added, 54 FR 37588, Sept. 11, 1989, effective Nov. 16,
1989; para. (i) added, 60 FR 20195, Apr. 25, 1995, effective June
8, 1995]

§ 1.2 Business to be transacted in writing.

All business with the Patent and Trademark Office
should be transacted in writing. The personal attendance of
applicants or their attorneys or agents at the Patent and
Trademark Office is unnecessary. The action of the Patent
and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to
any alleged oral promise, stipulation, or understanding in
relation to which there is disagreement or doubt.

$ 13 Business to be conducted with decorum and
courtesy.

Applicants and their attorneys or agents are re-
quired to conduct their business with the Patent and
Trademark Office with decorum and courtesy. Papers
presented in violation of this requirement will be
submitted to the Commissioner and will be returned by
his direct order. Complaints against examiners and other
employees must be made in communications separate
from other papers.

§ 1.4 Nature of correspondence and signature
requiremets.

(a) Correspondence with the Patent and Trade-
mark office comprises:

(1) Correspondence relating to services and facili-
ties of the Office, such as general inquiries, requests for
publications supplied by the Office, orders for printed
copies of patents or trademark registrations, orders for
copies of records, transmission of assignments for
recording, and the like, and

(2) Correspondence in and relating to a particular
application or other proceeding in the Office. See particularly
the rules relating to the filing, processing, or other
proceedings of national applications in Subpart B, §§ 1.31to
1.378; of international applications in Subpast C, §§ 1.401 to
1.499; of reexamination of patents in Subpari D, §§ 1.501 to
1.570; of interferences in Subpart E; §§ 1.601 to 1.690; of
extension of patent term in Subpart F, §§ 1.710 to 1.785; and
of trademark applications §§ 2.11 to 2.189.

(b) Since each application file should be complete
in itself, a separate copy of every paper to be filed in an
application should be furnished for each application to
which the paper pertains, even though the contents of

R-7

§ 1.5

the papers filed in two or more applications may be

_ identical.

(c) Since different matters may be considered by
different branches or sections of the Patent and Trademark
Office, each distinct subject, inquiry, or order should be
contained in a separate letter to avoid confusion and
delay in answering letters dealing with different subjects,

(d) Each piece of correspondence, except as pro-
vided for in paragraphs (¢) and (f) of this section, filed in
a patent or trademark application, reexamination pro-
ceeding, patent or trademark interference proceeding,
patent file or trademark registration file, trademark
opposition proceeding, trademark cancellation proceed-
ing, or trademark concurrent use proceeding, which
requires a person’s signature, must either:

(1) Be an original, that is, have an original signa-
ture personally signed in permanent ink by that person;
or :
(2) Be a copy, such as a photocopy or facsimile
transmission (§ 1.6(d)), of an original. In the event that a
copy of the original is filed, the original should be
retained as evidence of authenticity. If a question of
authenticity arises, the Patent and Trademark Office
may require submission of the original.

(e) Correspondence requiring person’s signature
and relating to registration practice before the Patent and
Trademark Office in patent cases, enrollment and disci-
plinary investigations, or disciplinary proceedings must
be submitted with an original signature personally
signed in permanent ink by that person.

(f) When a document that is required by statute to
be certified must be filed, a copy, including a photocopy
or facsimile transmission, of the certification is not
acceptable.

[24 FR 10332, Dec. 22,1959, 43 FR 20461, May 11, 1978;
para. (a), 48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983;
para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
para. (2)(2), 53 FR 47807, Nov. 28, 1988, effective Jan. 1, 1989;
paras. (d)=(f)added, 58 FR 54494, Gct. 22, 1993, effective Nov.
22, 1993]

§ 1.5 ldentification of application, patent, or
registration.

(a) No correspondence relating to an application
should be filed prior to when notification of the application
number is received from the Patent and Trademark
Office. When a letter directed to the Patent and Trade-
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mark Off' ce concems a prevrously filed. apphcatron fora.
patent it must ldentrfy on the top page in a conspicuous

location, the apphcatlon number (consrstmgof the series - -
code and the serial number; e.g;, 07/123,456), or- the_gf;_
serial number and filing date assrgned tothat application
by the Patent and Trademark Office, or the mternatronal LT
application number of the international appl_rcatlon
Any correspondence not containing such identification -

“will be returned to the sender where a return address is

available. The returned correspondence will be accom- k

panied with a cover letter which will indicate to the

sender that if the returned correspondence is resub- -

mitted to the Patent and Trademark Office within two
weeks of the mail date on the cover letter, the original
date of receipt of the correspondence will be considered
by the Patent and Trademark Office as the date of receipt
of the correspondence. Applicants may use either the
Certificate of Mailing or Transmission procedure under
§ 1.8 or the Express Mail procedure under § 1.10 for
resubmissions of returned correspondence if they desire
to have the benefit of the date of deposit in the United
States Postal Service. If the returned correspondence is
not resubmitted within the two—week period, the date
of receipt of the resubmission will be considered to be
the date of receipt of the correspondence. The two-
week period to resubmit the returned correspondence
will not be extended. If for some reason returned
correspondence is resubmitted with proper identifica-
tion later than two weeks after the return mailing by the
Patent and Trademark Office, the resubmitted corre-
spondence will be accepted but given its date of receipt.
In addition to the application number, all letters directed
to the Patent and Trademark Office concerning applica-
tions for patent should also state “PATENT APPLICA-
TION,” the name of the applicant, the title of the
invention, the date of filing the same, and, if known, the
group art unit or other unit within the Patent and
Trademark Office responsible for considering the letter
and the name of the examiner or other person to which it
has been assigned.

(b) When the letter concerns a patent other than for
purposes of paying a maintenance fee, it should state the
number and date of issue of the patent, the name of the
patentee, and the title of the invention. For letters
concerning payment of a maintenance fee in a
patent, see the provisions of § 1.366(c).
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(c) A Ietter relatmg to a trademark applrcatlon,
c _should identify it as such and by the name of the
' appllcant and the senal number and frlmg date of the_«*. Hi
apphcatlon A letter. relatmg toa’ egnste“ed trademark‘i-.'
g ‘should 1dent1fy it by the. name ‘ef -th egistrantand by the .

known, the group art umt and name of the exammer'to"-f o
which it been aSSlgned R . L o
(e) When a paper concerns an mterference it
should state the names of the parties and the number of
the interference. The name of the examiner—in-
chief assigned to the interference (§ 1.610) and the
name of the party filing the paper should appear
conspicuously on the first page of the paper.

[24 FR 10332, Dec 22, 1959; 46 FR 29181, May 29, 1981;
para.(a)49FR 552, Jan. 4, 1984, effective Apr. 1, 1984; para. (a),
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; paras. (a) &
(b), 53 FR 47807, Nov. 28, 1988, effective Jan, 1, 1989; para. (a)
revised, 58 FR 54494, Oct, 22, 1993, effective Nov. 22, 1993]

§ 1.6 Receipt of correspondence,

(a) Date of receipt and Express Mail date of deposit.
Correspondence received in the Patent and Trademark
Office is stamped with the date of receipt except. as
follows:

(1) No correspondence is received in the Patentand
Trademark Office on Saturdays, Sundays, or Federal
holidays within the District of Columbia.

(2) Correspondence filed in accordance with § 1. 10
will be stamped with the date of deposit as “Express
Mail” with the United States Postal Service unless
the date of deposit is a Saturday, Sunday, or Federal
holiday within the District of Columbia in which case
the date stamped will be the next succeeding day which
is not a Saturday, Sunday, or Federal holiday within the
District of Columbia.

(3) Correspondence transmitted by facsimile to the
Patent and Trademark Office will be stamped with the
date on which the complete transmission is received in
the Patent and Trademark Office unless that date is a
Saturday, Sunday, or Federal holiday within the District
of Columbia, in which case the date stamped will be the
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next succeedmg day which ‘is not a Saturday, Sunday, or.

Federal holiday within the District of Columbia.

(b) Patent and Trademark Office Post Office pouch.
Mail placed in the Patent and Trademark Office pouch
up to midnight on any day, except Saturdays, Sundays,

and Federal holidays within the District of Columbia, by

the post office at Washington, D.C., serving the Patent
and Trademark Office, is considered as having been

received in the Patent and Trademark Office on the day-

it was so placed in the pouch by the U.S. Postal Service.
(¢} Correspondence delivered by hand. In addition

to being mailed, correspondence may be delivered by

hand during hours the Office is open to receive
correspondence.

(d) Facsimile transmission. Except in the cases
enumerated below, correspondence, including authori-
zations to charge a deposit account, may be transmitted
by facsimile. The receipt date accorded to the correspon-
dence will be the date on which the complete transmis-
sion is received in the Patent and Trademark Office,
unless that date is a Saturday, Sunday, or Federal holiday
within the District of Columbia. See § 1.6(a)(3). To
facilitate proper processing, each transmission session
should be limited to correspondence to be filed in a
single application or other proceeding before the Patent
and Trademark Office. The application number of a
patent or trademark application, the control number of a
reexamination proceeding, the interference number of
an interference proceeding, the patent number of a
patent, or the registration number of a trademark should
be entered as a part of the sender’s identification on a
facsimile cover sheet. Facsimile transmissions are not
permitted and, if submitted, will not be accorded a date
of receipt in the following situations:

(1) Correspondence as specified in § 1.4(e),
requiring an original signature;

(2) Certified documents as specified in § 1.4(f);

(3) Correspondence which cannot receive the
benefit of the certificate of mailing or transmission as
specified in §§ 1.8(a)(2)(i)(A) through (D) and (F);
1.8(a)(2)(ii)(A) and (D); and 1.8(a)(2)(iii)(A);

(4) Drawings submitted under §§ 1.81, 1.83
through 1.85, 1.152, 1.165, 1.174, 1.437, 2.51, 2.52, or
2.72;

(5) A request for reexamination under § 1.510;

(6) Correspondence to be filed in a patent applica-
tion subject to a secrecy order under §§ 5.1 through 5.8 of
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: thrs chapter and dlrectly related to the secrecy order
“content of the application;- ‘

) Requests for cancellatron or amendment of a

‘ regrstratlon under section 7(e) of the Trademark Act,
15 USC 1057(e), and - certrfrcates of registration
surrendered for- cancellatron or amendment ‘under

section 7(e) of the. Trademark Act, I5US.C, 1057(e), R,

8) Correspondence to be filed with the Trade-
mark Trial and Appeal Board ‘except the notlce of
ex parte appeal; _

(9) Correspondence to be. ﬁled in an mterferenee g
proceeding which consists of a preliminary statement
under § 1.621; a transcript of a deposition under § 1.676
or of interrogatories, cross—interrogatories, or recorded
answers under § 1.684(c); or an evidentiary record and
exhibits under § 1. 653. (

(e) Interruptions in U.S. Postat Service.

If interruptions or emergencies in the United States
Postal Service which- have been so designated by the
Commissioner occur, the Patent and Trademark Office will
consider as filed on a particular date in the Office any
correspondence which is:

(1) Promptly filed after the ending of the desig-
nated interruption or emergency; and

(2) Accompanied by a statement indicating that
such correspondence would have been filed on that
particular date if it were not for the designated interrup-
tion or emergency in the United States Postal Service.
Such statement must be a verified statement if made by a
person other than a practitioner as defined in § 10.1(r) of
this chapter.

{48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; 48 FR
4285, Jan. 31, 1983; para. (a), 49 FR 552, Jan. 4, 1984, effective
Apr. 1, 1984; revised, 58 FR 54494, Qct. 22, 1993, effective Nov.
22, 1993)

§ 1.7 Times for taldng action; expiration on Saturday,
Sundagy, or Federal holiday.

Whenever periods of time are specified in this
part in days, calendar days are intended. When the
day, or the last day fixed by statute or by or under this
part for taking amy action or paying any fee in the
Patent and Trademark Office falls on Saturday,
Sunday, or on a Federal holiday within the District of
Columbia, the action may be taken, or the fee paid, on
the next succeeding day which is not a Saturday,

Rev, 1, Sept. 1995



§1.8

Sunday, or a Federal holidéy. See § 1.304 for time for

appeal or for commencing civil action. .

[48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; éorrected
48 FR 4285, Jan. 31, 1983]

§ 1.8 Certificate of mailing or transmission.
(a) Except in the cases enumerated in paragraph
(a)(2) of this section, correspondence required to be

filed filed in the Patent and Trademark Office within a .

sct period of time will be considered as being timely filed
if the procedure described in this section is followed. The
actual date of receipt will be used for all other purposes:

(1) Correspondence will be considered as being
timely filed if: :

(i) The correspondence is mailed or transmitted
prior to expiration of the set period of time by being:

(A) Deposited with the U.S. Postal Service with
sufficient postage as first class mail addressed to the
Commissioner of Patents and Trademarks, Washington,
DC 20231; or

(B) Transmitted by facsimile to the Patent and
Trademark Office in accordance with § 1.6(d); and

(ii) The correspondence includes a certificate for
each piece of correspondence stating the date of deposit or
transmission. The person signing the certificate should have
reasonable basis to expect that the correspondence
would be mailed or transmitted on or before the date
indicated.

(2) The procedure described in paragraph (a)(1) of
this section does not apply to, and no benefit wiil be given
to a Certificate of Mailing or Transmission on, the
following:

(i) Relative to Patents and Patent Applications—

(A) The filing of a national patent application
specification and drawing or other correspondence for
the purpose of obtaining an application filing date;

(B) The filing of correspondence in an interfer-
ence which an examiner—in—chief orders to be filed by
hand or “Express Mail”;

(C) The filing of agreements between parties to
an interference under 35 U.S.C. 135(c);

(D) The filing of an international application for
patent;

(E) The filing of correspondence in an interna-
tional application before the U.S. Receiving Office, the
U.S. International Searching Authority, or the U.S.
International Preliminary Examining Authority;
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(F) ‘The flhng of a copy of the mternatlonal
apphcanon and the basic national fee necessary to cnter
the national stage, as specmed in § 1494(b) or

- (i) Relative . to 7"rademdrk o Registrations and
Trademark Applzcattons—— o o B

(A) The filing of a trademark apphcatlon :

(B) The filing of an affldav1t showing that a mark
is still in use or containing an excuse for non—use under .
section 8(a) or (b) or section 12(c) of the Trademark Act,
15 U.S.C. 1058(a), 1058(b), 1062(c); '

(C) The filing of an application for renewal of
a registration under section 9 of the Trademark Act,
15 U.S.C. 1059;

(D) The filing of a petition to cancel a registration
of a mark under section 14, subsection (1) or (2) of the
Trademark Act, 15 U.S.C. 1064;

(E) In an application under section .l(b) of the
Trademark Act, 15 U.S.C. 1051(b), the filing of an
amendment to allege use in commerce under section 1(c)
of the Trademark Act, 15 U.S.C. 1051(c); or the filing of a
statement of use under section 1(d)(1) of the Trademark
Act, 15 U.S.C. 1051(d)(1);

(F) In an application under section 1(b) of the
Trademark Act, 15 US.C. 1051(b), the filing of a request
under section 1(d)(2) of the Trademark Act, 15 US.C.
1051(d)(2) for an extension of time to file a statement of use
under section 1(d)(1) of the Trademark Act, 15 US.C.
1051(d)(1).

(iii) Relative to Disciplinary Proceedings—

(A) Correspondence filed in connection with a
disciplinary proceeding under part 10 of this chapter.

(B) [Reserved.]

(b) In the event that correspondence is considered
timely filed by being mailed or transmitted in accordance
with paragraph (a) of this section, but not received in the
Patent and Trademark Office, and the application is held
to be abandoned or the proceeding dismissed, termi-
nated, or decided with prejudice, the correspondence
will be considered timely if the party who forwarded such
correspondence:

(1) Informs the Office of the previous mailing or trans-
mission of the correspondence promptly after becoming
aware that the Office has no evidence of receipt of the

correspondence,
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(2) Supplies an additional copy of the previously
mailed or transmitted correspondence and certificate,
and e SR
(3) Includes a statement which attests on a

personal knowlcdge basis or to the satisfaction. of the :
Commissioner to the previous timely mailing or

transmission. Such statement must be a verified state-
ment if made by a person other than a practitioner as
defined in § 10.1(r) of this chapter. If the correspon-
dence was sent by facsimile transmission, a copy of the
sending unit’s report confirming transmission may be
used to support this statement.

(c) The Office may require additional evidence to
determine if the correspondence was timely filed.

[41 FR 43721, Oct. 4, 1976; 43 FR 20461, May 11, 1978;
para. (a). 47 FR 4738{, Oct. 26, 1982, effective Oct. 26, 1982,
para. (a),48 FR 2708, Jan. 20, 1983; para. (a) 49 FR 48416, Dec.
12, 1984, effective Feb. 11, 1985; para. (a), 49 FR 5171, Feb. 6,
1985, effective Mar. 8, 1985; 52 FR 20046, May 28, 1987,
subparas. (a)(2)(xiv)~-(xvi), 54 FR 37588, Sept. 11, 1989,
effective Nov. 16, 1989; revised, 58 FR 54494, Oct. 22, 1993,
effective Nov. 22, 1993]

$ 1.9 Definitions.

(a)(1) A national application as used in this chapter
means a U.S. application for patent which was either
filed in the Office under 35 U.S.C. 111, or which entered
the national stage from an international application
after compliance with 35 U.S.C. 371.

(2) A provisional application as used in this chap-
ter means a U.S. national application for patent filed in
the Office under 35 U.S.C. 111(b).

(3) A nonprovisional application as used in this
chapter means a U.S. national application for patent
which was either filed in the Office under 35 U.S.C.
111(a), or which entered the national stage from an
international application after compliance with 35
U.s.C. 371

(b) An international application as used in this
chapter means an international application for patent
filed under the Patent Cooperation Treaty prior to
entering national processing at the Designated Office
stage.

(¢) Anindependent inventor as used in this chapter
means any inventor who (1) has not assigned, granted,
conveyed, or licensed, and (2) is under no obligation
under contract or law to assign, grant, convey, or license,
any rights in the invention to any person who could not
likewise be classified as an independent inventor if
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that person had made ‘the. rnventron, or.to anyf'
concern which would not qualify as a small busmess :

‘ ~~;concem ora nonprofrt orgamzatron under this sectron

(d) A small busrness concern as used “in this’
chapter means any- busrness concern-as deflned by the
regulations of ‘the. Sma]l ] i’ness Admrmstratron rn‘v
13 CFR 121, 1301 through 121 1305 whrch defme a

“small business concern. as one whosé number of .
employees, 1nclud1ng those of its affrlrates does not - o

exceed 500 persons and which' has not assrgned

granted, conveyed, or licensed, and:_rs ‘under..no .

obligation under contract or law: to assign, grant,
convey, or license, any rights . in the invention to any
person who could not be classified as an independent
inventor if that person had made the invention, or to
any concern which would not qualify as a small
business concern or a nonprofit organization under
this section. Questions related to size standards for a
small business concern may be directed to: Small
Business Administration, Size Standards Staff, 409
Third Street, SW, Washington, DC 20416.

(¢) A nonprofit organization as used in this
chapter means (1) a university or other institution of
higher education located in any country; (2) an organi-
zation of the type described in section 501(c)(3) of the
Internal Revenue Code of 1954 (26 U.S.C. 501(c)(3))
and exempt from taxation under section 501(a) of the
Internal Revenue Code (26 U.S.C. 501(a)); (3) any
nonprofit scientific or educational organization quali-
fied under a nonprofit organization statute of a state
of this country (35 U.S.C. 201(i)); or (4) any non—
profit organization located in a foreign country which
would qualify as a nonprofit organization under
paragraphs (e) (2) or (3) of this section if it were
located in this country.

(f) A small entity as used in this chapter means an
independent inventor, a small business concern, or a
non~ profit organization.

(g) For definitions in interferences see § 1.601.

[43 FR 20461, May 11, 1978; 47 FR 40139, Sept. 10, 1982,
effective Oct. 1, 1982; 47FR 43275, Sept. 30, 1982, effective Oct.
1, 1982; para. (d), 49 FR 34724, Aug. 31, 1984, effective Nov. 1,
1984; para. (g), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; para. (d) revised, 58 FR 54504, Oct. 22, 1993, effective Jan
3, 1994; para. (a) amended, 60 FR 20195, Apr 25, 1995, effective
June 8, 1995]
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§ L10 Filing of papers and fees by “Express Mail” with
certificate.

(a) Any paper or fee to be filed in the Patent and

Trademark Office can be filed utilizing the “Express

Mail Post Office to Addressee” service of the United

States Postal Service and be considered as having been -

filed in the Office on the date the paper or fee is shown to
have been deposited as “Express Mail” with the United
States Postal Service unless the date of deposit is a
Saturday, Sunday, or Federal holiday within the District
of Columbia. See § 1.6(a). ,

(b) Any paper or fee filed by “Express Mail” must
have the number of the “Express Mail” mailing label
placed thereon prior to mailing, be addressed to the
Commissioner of Patents and Trademarks, Washington,
D.C. 20231, and any such paper or fee must also include a
certificate of mailing by “Express Mail” which states the
date of mailing by “Express Mail” and is signed by the
person mailing the paper or fee.

(c) The Patent and Trademark Office will accept the
certificate of mailing by “Express Mail” and accord the
paper or fee the certificate date under 35 U.S.C. 21(a)
(unless the certificate date is a Saturday, Sunday, or
Federal holiday within the District of Columbia - see
§ 1.6(a)) without further proof of the date on which the
mailing by “Express Mail” occurred unless a question is
present regarding the date of mailing. If more than a
reasonable time has elapsed between the certificate date
and the Patent and Trademark Office receipt date or if
other questions regarding the date of mailing are present,
the person mailing the paper or fee may be required to file
a copy of the “Express Mail” receipt showing the actual
date of mailing and a statement from the person who
mailed the paper or fee averring to the fact that the mailing
occurred on the date certified. Such statement must be a
verified statement if made by a person not registered
to practice before the Patent and Trademark Office.

[48 FR 2708, Jan. 20, 1983, added effective Feb. 27, 1983,
48 FR. 4285, Jan. 31, 1983, paras. (a) & (c), 49 FR 552, Jan. 4,
1984, effective Apr. 1, 1984]

RECORDS AND FILES OF THE PATENT AND
TRADEMARK OFFICE

§ 1.11 Files open to the public.

(a) After a patent has been issued or a statutory
invention registration has been published, the specifica-
tion, drawings, and all papers relating to the case in the file
of the patent or statutory invention registration are open to
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inspection by the ‘publ'ic‘, and COplCS may be obtained upon |

'paymg the fee therefor. See § 2.27 for trademark files. .
(b) All' reissue appllcatlons, all - apphcaflons in

which the Office has accepted a: request to open the :

- complete apphcatlon to inspection- by the. pubhc, and '
related. papers  in .the- apphcatlon file, ‘are-.open to

inspection by the pubhc, and coples may be furnished
upon paying the fee. therefor The flhng of reissue
applications will be announced in the Ojﬁczal Gazette

The announcement shall include at least the filing date,

reissue application, and Original' patent numbers, title, -
class and subclass, name of the inventor, name of the
owner of record, name of the attorney or agent of record,
and examining group to which the reissue application is
assigned.

(c) All requests for reexamination for which the fee
under § 1.20(c) has been paid, will be announced in the
Official Gazette. Any reexaminations at the initiative of
the Commissioner pursuant to § 1.520 will also be
announced in the Official Gazette. The announcement
shall include at least the date of the request, if any, the
reexamination request control number or the Commis-
sioner initiated order control number, patent number,
title, class and subclass, name of the inventor, name of
the patent owner of record, and the examining group to
which the reexamination is assigned.

(d) All papers or copies thereof relating to a
reexamination proceeding which have been entered of
record in the patent or reexamination file are open to
inspection by the general public, and copies may be
furnished upon paying the fee therefor.

(e) The file of any interference involving a patent, a
statutory invention registration, a reissue application, or
an application on which a patent has been issued or
which has been published as a statutory invention
registration, is open tc inspection by the public, and
copies may be obtained upon paying the fee therefor, if:

(1) The interference has terminated or
(2) An award of priority or judgment has been
entered as to all parties and all counts,

[42 FR 5593, Jan. 28, 1977; 43 Fr 28477, June 30, 1978;
46 FR 29181, May 29, 1981,para. (c), 47 FR 41272, Sept. 17,
1982, effective Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985; paras. (a), (b,) and (e), SOFR 9278,
Mar. 7, 1985, effective May 8, 1985; para. (e) revised, 60 FR
14488, Mar. 17, 1995, effective Mar. 17, 1995}

R-12



 PATENT RULES

§ 1.12 Assignmettt records open to public inspection.

(a)(1) Separate assignment records are maintained

in the Patent and Trademark Office for patents and
trademarks. The assignment records, relating to original
or reissue patents,. including digests-and indexes, for
assignments recorded on or after May 1, 1957, and
assignment records relating to pending or abandoned
trademark applications and to trademark registrations,
for assignments recorded on or after January 1, 1955, are
open to public inspection at the Patent and Trademark
Office, and copies of those assignment records may be
obtained upon request and payment of the fee set
forth in § 1.19 and § 2.6 of this chapter.

(2) All records of assignments of patents recorded
before May 1, 1957, and all records of trademark
assignments recorded before Januvary 1, 1955, are
maintained by the National Archives and Records
Administration (NARA). The records are open to public
inspection. Certified and uncertified copies of those
assignment records are provided by NARA upon request
and payment of the fees required by NARA.

(b) Assignment records, digests, and indexes relat-
ing to any pending or abandoned application are not
available to the public. Copies of any such assignment
records and information with respect thereto shall be
obtainable only upon written authority of the applicant
or applicant’s assignee or attorney or agent or upon a
showing that the person seeking such information is a
bona fide prospective or actual purchaser, mortgagee, or
licensee of such application, unless it shall be necessary
to the proper conduct of business before the Office or as
provided by these rules.

(c) Any request by a member of the public seeking
copies of any assignment records of any pending or
abandoned patent application preserved in secrecy
under § 1.14, or any information with respect thereto,
must

(1) Be in the form of a petition accompanied by the
petition fee set forth in § 1.17(i), or

(2) Include written authority granting access to the
member of the public to the particular assignment
records from the applicant or applicant’s assignee or
attorney or agent of record.

(d) An order for a copy of an assignment or other
document should identify the reel and frame number
where the assignment or document is recorded. If a
document is identified without specifying its correct
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rcel and frame, an extra charge as. set forth in .
§ 121()) 'will be made for the. time- consumed in
makmg a search for such assrgnment ‘ '

[47 FR 41272 Sept 17 1982, effecnve Oct 1 1982 paras a
(a) and (c), 54 FR 6893, Feb 15, 1989 effectwe April 17, 1989;
paras. (a)and (d), 56FR65 142, Dcc 13 1991,effect1ve Dec. 16,
1991; paras. (a)(1) and (d), 57 FR 29641, July 6, 1992, effective,
Sept. 4, 1992; para. (a)(2) added 57 FR 29641, July 6,.1992,
effectrveSept 4,1992; para. (c) amended 60FR20195 Apr. 25 ,
1995, effecnve June 8, 1995} -

§ 113 Copies and certified copies. L

(a) Non-certified copies of patents and trademark
registrations and of any records, books, papers, or
drawings within the jurisdiction of the Patent and
Trademark Office and open to the public, will be
furnished by the Patent and Trademark Office to any
person, and copies of other records or papers will be
furnished to persons entitled thereto, upon payment of
the fee therefor.

(b) Certified copies of the patents and trademark
registrations and of any records, books, papers, or
drawings within the jurisdiction of the Patent and
Trademark Office and open to the public or persons
entitled thereto will be authenticated by the seal of the
Patent and Trademark Office and certified by the
Commissioner, or in his name attested by an officer of
the Patent and Trademark Office authorized by the
Commissioner, upon payment of the fee for the
certified copy.

[Revised, 58 FR 54504, Oct. 22, 1993, effective Jan 3,
1994)

§ 1.14 Patent applications preserved in secrecy.

(@) Except as provided in § 1.11(b) pending patent
applications are preserved in secrecy. No information
will be given by the Office respecting the filing by any
particular person of an application for a patent, the
pendency of any particular case before it, or the subject
matter of any particular application, nor will access be
given to or copies furnished of any pending application
or papers relating thereto, without written authority in
that particular application from the applicant or his
assignee or attorney or agent of record, unless the
application has been identified by serial number in a
published patent document or the United States of
America has been indicated as a Designated State in
a published international application, in which case status
information such as whether it is pending, abandoned, or
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patented may be supplied, or uhlessit shall be ne'cessa.ryy

to the proper conduct of business before the Office or as

provided by this part. Where an application has been..

patented, the patent number and issue date may ‘also be
supplied. :
(b) Except as _provided in S 1. ll(b), abandoned

applications  are likewise not open to public inspection,

except that if an application referred to in a U.S. patent, or
in an application in which the applicants has filed an
authorization to open the complete application to the
public, is abandoned and is available, it may be inspected
or copies obtained by any person on written request,
without notice to the applicant. Complete applications
(§ 1.51(a)) which are abandoned may be destroyed after
20 years from their filing date, except those to which
particular attention has been called and which have been
marked for preservation. Abandoned applications will not
be returned.

(c) Applications for patents which disclose or which
appear to disclose, or which purport to disclose, inventions or
discoveries relating to atomic energy are reported to the
Department of Energy, which Department will be given
access to such applications, but such reporting does not
constitute a determination that the subject matter of each
application so reported is in fact useful or an invention
or discovery or that such application in fact discloses
subject matter in categories specified by sections
151(c) and 151(d) of the Atomic Energy Act of 1954,
68 Stat. 919; 42 U S. C. 2181 (c) and (d).

(d) Any decision of the Board of Patent Appeals and
Interferences, or any decision of the Commissioner on
petition, not otherwise open to public inspection shall be
published or made available for public inspection if: (1) The
Commissioner believes the decision involves an inter-
pretation of patent laws or regulations that would be
of important precedent value; and (2) the applicant,
or any party involved in the interference, does not
within two months after being notified of the
intention to make the decision public, object in
writing on the ground that the decision discloses a
trade secret or other confidential information. If a decision
discloses such information, the applicant or party
shall identify the deletions in the text of the decision
considered necessary to protect the information. If
it is considered, the entire decision must be withheld
from the public to protect such information the
applicant or party must explain why. Applicants or parties

Rev. 1, Sept. 1995

MANUAL OF PATENT ExAMINtNG ?RQCEDURE'

willbe grven tlme, not less than twenty days, to request |
reconsrderatron and 'seek court: revrew before:any portions

of decisions are made publrc over thexr objectron See j -

© §2.27 for trademark applications. -
(e) Any request by a member of the publrc seekmg :

-access 1o, OF copies - o;, ‘any- pendmg or abandonedf

“application preserved in secrecy pursuant to. paragraphs s

(a) and (b) of this sectron, or any papers relatmg thereto - )
must : e

() Bei in the form of a petrtron and be accompamed
by the petition fee set forth in § 1.17(i), or
(2) Include written authonty grantmg access to the |
member of the public in that particular application from
the applicant or the applicant’s assignee or attorney’ or

agent of record.

(Note, see § 1.612(a) for access by an interference
party to a pending or abandoned application.) _

[42 FR 5593, Jan. 28, 1977; 43 FR 20462, May 11, 1978;
para. (e) added, 47 FR 41273, Sept. 17, 1982, effective Oct. 1,
1982; para. (b), 49 FR 552, Jan. 4, 1984, effective Apr. 1, 1984,
para. (d), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
para. (b),S0FR 9378, Mar. 7, 1985, effective May8, 1985:53FR
23733, June 23, 1988; para. (e), 54 FR 6893, Feb. 15, 1989,
effective April 17, 1989; para. (b) revised, 58 FR. 54504, Oct. 22,
1993, effective Jan 3, 1994; para. (e) amended, 60 FR 20195,
Apr. 25, 1995, effective June 8, 1995]

§ 1.15 Requests for identifiable records.

(a) Requests for records not disclosed to the
public as part of the regular informational activity of
the Patent and Trademark Office and which are not
otherwise dealt with in the rules in this part shall be
made in writing, with the envelope and the letter clearly
marked “Freedom of Information Request.” .Each such
request, so marked, should be submitted by mail addressed
to the “Patent and Trademark Office, Freedom of
Information Request Control Desk, Box 8, Washing-
ton, D.C. 20231,” or hand—delivered to the Office of
the Solicitor, Patent and Trademark Office, Arlington,
Virginia. The request will be processed in accordance with
the procedures set forth in Part 4 of Title 15, Code of
Federal Regulations,

(b) Any person whose request for records has been
initially denied in whole or in part, or has not been timely
determined, may submit a written appeal as provided in
§ 4.8 of Title 15, Code of Federal Regulations,

(c) Procedures applicable in the event of service of
process or in connection with testimony of employees on
official matters and production of official documents of the
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Patent and ’l}adernark Ofﬁce in civil lega] prooeedmgs ot ’
wnvolvmg the United States shall be those estab-
‘lished in parts 15 and 15a. of Title 15, Code of Federal f :

Regulations.

[32 FR 13812 Oct 4 1967;-34 FR 18857 Nov 26, 1969 :
amended 53 FR:47685, ‘\lov 23, 1988, effee_twe Dec. 30,1988} .-

FEES AND PAYMENT OF MONEY

§ 116 National application filing fees.
(a) Basic fee for filing each application for an
original patent, except provisional, design or plant

applications:
By a small entlty §196) ......... $375.00
By other than a small entity ......... 750.00

(b) In addition to the basic filing fee in an original
application, except provisional applications, for filing or
later presentation of each independent claim in excess
of 3:

By asmall entity (§ L.9(f) ............ 39.00
By other than a small entity .......... 78.00

(c) In addition to the basic filing fee in an original
application, except provisional applications, for filing or
later presentation of each claim (whether independent
or dependent) in excess of 20 (Note that § 1.75(c)
indicates how multiple dependent claims are considered
for fee calculation purposes.):

By a small entity (§ tL.9(f) ............ 11.00
By other than a smalientity .......... 22.00

(d) In addition to the basic filing fee in an original
application, except provisional applications, if the ap-
plication contains, or is amended to contain, a multiple
dependent claim(s), per application:

By a small entity (§ 1.9(f)) ........... 125.00
By other than a small entity ......... 250.060

(If the additional fees required by paragraphs (b),
(c), and (d) of this section are not paid on filing or on
later presentation of the claims for which the additional
fees are due, they must be paid or the claims canceled by
amendment, prior to the expiration of the time period
set for response by the Office in any notice of fee
deficiency.)

(e) Surcharge for filing the basic filing fee or oath or
declaration on a date later than the filing date of the
application, except provisional applications:

§117f

(f) Basnc fee for fllmg each demgn apphcatlon '
Bya small entity (§ 1.9(f) e 155.00
By other than a small entity .

- Byasmall entlty $ L. 9(f))
" Byother than a small entxty.-j e o
~(h) Basic fee for fllmg each relssue appllcatlon

By asmallentity (§1.9(D) :+.vn.oi.. 37500
By other than a'small entlty Ceaes 750, 00' R
(1) In addmon to the basic fxlmg fee in a reissue -

application, for filing or later presentatlon of each’

independent claim which is in’excess of the number of

independent claims in the original patent:
By a small entity (§ 1.9(f)) ........ ... 39.00
By other than asmallentity .......... 78.00
(i) In addition to the basic filing fee in a reissue
application, for filing or later presentation of each claim

(whether independent or dependent) in excessof 20and 3

also in excess of the number of claims in the original
patent, (Note that § 1.75(c) indicates how multiple
dependent claims are considered for fee purposes.):

By a small entity (§ 1.9(f)) ........... 11.00 .
By other than asmali entity ..... el 2200
(k) Basic fee for filing each provisional application:
By a small entity (§ 1.9(f)) ........... 75.00
By other than a small entity ......... 150.00

(1) Surcharge for filing the basic filing fee or cover
sheet (§ 1.51(a)(2)(i))) on a date later than the filing date -
of the provisional application: }

By a small entity (§ 1.9(f)) ........... 25.00
By other than a small entity .......... 50.00

(Note: See §§ 1.445, 1.482, and 1.492 for interna-

tional application filing and processing fees.).

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1,
1982; 50 FR 31824, Aug. 6, 1985, effective date Oct. 5, 1985;
paras. (a), (b), (d) = (i), 54 FR 6893, Feb. 15, 1989, effective
Apr. 17, 1989; paras. (a)=(j), 56 FR 65142, Dec. 13, 1991,
effective Dec. 16, 1991; paras. (a)~(d)and (f)-(j), 57 FR 38199,
Aug. 21, 1992, effective Qct. 1, 1992; paras. (a), (b), (d) and
(f)-(i), 59 FR 43736, Aug. 25, 1994, effective Oct. 1, 1994; paras.
(a)=(g) amended and paras. (k) and (1) added, 60 FR 20195, Apr.
25, 1995, effective June 8, 1995; paras. (a), (b), (d), & (f)=(i)
amended, 60 FR 41018, Aug. 11, 1995, effective Oct. 1, 1995} -

§ 1.17 Patent application processing fees.
(a) Extension fee for response within first month

By a small entity (§ 1.9()) ............ 65.00 pursuant to § 1.136(a): ,
By other than a smallentity ......... 130.00 By a small entity (§ 1.9(f)) .......... $55.00
R-15
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pursuantto § 1.136(a):

Byasmallentity  (§19(f) .......... 190.00 .-
By other than a small entity ......... 380.00
(c) Extension fee for response within third month

pursuant to § 1.136(a):

By a small entity (§ 1.9()) ........ .. 45000

By other than a smallentity ......... 900.00
(d) Extension fee for response within fourth month
pursuant to § 1.136(a):

By a smallentity (§ 1.9(f)) .......... 700.00 -

By other than a smallentity ........ 1,400.00
(e) For filing a notice of appeal from the examin:
er to the Board of Patent Appeals and Interferences:
By a small entity (§ 1.9(f)) .......... 145.00
By other than a smallentity ......... 290.00
(f) In addition to the fee for filing a notice of
appeal, for filing a brief in support of an appeal:
By a small entity (§ L.9(f)) .......... 145.00
By other than a small entity ......... 290.00
(g) For filing a request for an oral hearing before
the Board of Patent Appeals and Interferences in an
appeal under 35 U.S.C. 134:
By a small entity (§ 1.9(f)) .......... 125.00
By other than a small entity ......... 250.00
(h) For filing a petition to the Commissioner under
a section listed below which refers to this para-
graph ... 130.00
§ 1.47 — for filing by other than all the inventorsora
person not the inventor
§ 1.48 — for correction of inventorship, except in
provisional applications
§ 1.84 — for accepting color drawings or photo-

graphs
§ 1.182 — for decision on questions not specifically
provided for
§ 1.183 - to suspend the rules
§ 1.295 = for review of refusal to publish a statutory
invention registration

§ 1.377 - for review of decision refusing to accept
and record payment of a maintenance fee
filed prior to expiration of patent

§ 1.378(¢) ~ for reconsideration of decision on

petition refusing to accept delayed
payment of maintenance fee in
expired patent

§ 1.644(e) ~ for petition in an interference

Rev. 1, Sept. 1995

By other than a small entity S 110.00
(b) . Extension fee for response within second month '

MANUAL OF PATENT E_X.‘AMINIIN'G PROCEDURE o

§ 1644(f) - for request for reconsrderatlon of a .

decrsron on petmon inan mterference o :
. §1666(c) forlate fllmg of 1nterference settlement: RN+

: ~agreement
§§ 5 12, 5 13 and‘5'14

: torelgn,,fﬂmg license .
3 §5 15 - for changmg the scope of a hcense '
~ §5.25 ~ for retroactivelicens ~© .

(i) For flllng a petltlon to the Commrssroner un- o
der a sectron llsted below Wthh refers to this

paragraph .......... .00 Cevreses s 130.00
§1.12 - for access to an assrgnment record
§ 1.14 — for access to an application. -
§ 1.53 ~ to accord a filing date, except m provisional
applications ‘
§ 1.55 — for entry of late priority papers

§ 1.60 ~ to accord a filing date
§ 1.62 — to accord a filing date ‘
§ 1.97(d)— to consider an information disciosure

statement ,
§ 1.102 — to make application special .
§ 1.103 — to suspend action in application
§ 1.177 -~ for divisional reissues to issue separately
§ 1.312 - for amendment after payment of issue fee
§ 1.313 - to withdraw an application from issue
§ 1.314 - to defer issuance of a patent
§ 1.666(b) — for access to interference settlement -
agreement

§ 3.81 — for patent to issue to assignee, assignment

submitted after payment of the issue fee
(i) For filing a petition to institute a public use

proceeding under§ 1.292 ................. 1,430.00
(k) For processing an application filed with a specifica-
tion in a non—English language (§ 1.52(d)) ...... 130.00

() For filing a petition:

(1) For the revival of an unavoidably abandoned
application under 35 US.C. 111, 133, 364, or 371 or

(2) For delayed payment of the issue fee under
35U.8.C. 151

By asmall entity (§ 1.9(f) ............ 55.00
By other than a small entity ......... 110.00
(m) For filing a petition:

(1) For revival of an unintentionally abandoned ap-
plication, or
(2) For the unintentionally delayed payment of
the fee for issuing a patent:
By a small entity (§ 1.9(f)) ........... 625.00
By other than a small entity ........ 1,250.00

R-16
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(n) For requesting publication of a statutory inven-
tion registration prior to the mailing of the first
examiner’s action pursuant to § 1.104 ~ $870.00 reduced
by the amount of the application basic filing fee paid.

(o) For requesting publication of a statutory invention
registration after the mailing of the first' examiner’s ac-
tion pursuant to § 1.104 — $1,740.00 reduced by the
amount of the application basic filing fee paid.

(p) For submission of an information disclo-
surestatement under§1.97(c) ............ 220.00

(q) For filing a petition to the Commissioner under
a section listed below which refers to this
paragraph ............coiiiiiiiiiie i 50.00

§ 1.48 ~ for correction of inventorship in a
provisional application
to accord a provisional application a filing
date or to convert an application filed
under § 1.53(b)(1) to a provisional ap-
plication

(r) For entry of a submission after final rejection
under § 1.129(a):

By a small entity (§ 1.9(f)) ........... 375.00
By other than a small entity ......... 750.00

(s) For each additional invention requested to be
examined under § 1.129(b):

By a small entity (§ L.9(f))........... 365.00
By other than a small entity ......... 730.00

§1.53 -

{Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982 ;
para.(h),48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983; para.
(h), 49 FR 13461, Apr. 4, 1984, effective June 4, 1984; para. (h),
49FR 34724, Aug. 31, 1984, effective Nov. |, 1984; paras. (e), (g),
(k) and (i), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
paras. (h), (n)and (c), S0 FR 9379, Mar. 7, 1985, effective May 8,
1985;50 FR 31824, Aug. 6, 1985, effective Oct. 5, 1985; paras.
(aj— (m), 54 FR 6893, Feb. 15, 1989, 54 FR 9431, March 7, 1989,
effective Apr. 17, 1989; para. (i)(1), 54 FR 47518, Nov. 15, 1989,
effective Jan. 16, 1999; paras. (a)—(0), 56 FR 65142, Dec. 13,
1991, effective Dec. 16, 1991; para. (i)(1), 57 FR 2021, Jan. 17,
1992, effective March 16, 1992; para. (p) added, STFR 2021, Jan.
17,1992, effective March 16, 1992; para. (i)(1}, 57 FR 29642, July
6, 1992,, effective Sept. 4, 1992; corrected S7TFR 32439, July 22,
1992; paras. (b)~(g), (j), and (m)=(0), 57 FR 38190, Aug. .21,
1992, effective Oct. 1, 1992; para. (h), 58 FR 38719, July 20, 1993,
effective Oct. 1, 1993; paras. (b)=(g), (i) and (m)~(p), 59 FR
43736, Aug. 25, 1994, effective Oct. 1, 1994; paras. (h) & (i)
amended and paras. (g)—(s) added, 67 FR 20195, Apr. 25, 1995,
effective June 8, 1995; paras. (b)=(g), (j}, (m)=(p), (r), & (s)
amended, 60 FR 41018, Aug. 11, 1995, effective Oct. 1, 1995]
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§ LI18 Patent issue fees,
(a) Issue fee for issuing each ongmal or reissue patent :

- except a desxgn or plant patent: o o
‘By a small entity (§ 1. 9(f)) S ot $625 00.

By other than a small entity ... ... 1 250 00
(b) Issue fee for issuing a desxgn patent :

By a small entity (§ 1. 9f)) i, 215 00

By other than a smallentity ......... 430 00
(¢) Issue fee for issuing a plant patent: )

By a small entity (§ 1.9(f)) .......... 315.00

By other than a small entity .......... 630.00

{Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1, 1982;
50 FR 31824, Aug. 6, 1985, effective Oct. 5, 1985; revised 54 FR
6893, Feb. 15, 1989, effective Apr. 17, 1989; revised, 56 FR
65142, Dec. 13. 1991, effective Dec. 16, 1991; paras. (2)~(c),
57TFR 38190, Aug. 21, 1992, effective Oct. 1, 1992; revised, S9FR
43736, Aug. 25, 1994, effective Oct. [, 1994; amended, 60 FR
41018, Aug. 11, 19995, effective Oct. 1, 1995]

§ L19 Document supply fees.

The Patent and Trademark Office will supply
copies of the following documents upon payment of the
fees indicated:

(a) Uncertified copies of patents:

(1) Printed copy of a patent, including a design patent,
statutory invention registration, or defensive publication
document, except plant or statutory invention registra-
tion containing color drawing:

(i) Regularservice ................... $3.00
(i) Overnight delivery to PTO Box or overnight
fax ... 6.00

(iii) Expedited service for copy ordered by expedited
mail or fax delivery service and delivered to the customer
within twoworkdays .......................... 2500

(2) Printed copy of a plant patent in color .... 1200

(3) Copy of a utility patent or statutory inven-
tion registration containing color drawing (sec
§1.84(a)(2)) .ovvr i 24.00

(b) Centified and uncertified copies of Office docu-
ments:

(1) Certified or uncertified copy of patent ap-

plication as filed:
(i) Regular service .................. 15.00
(ii) Expedited regular service ........... 30.00
(2) Certified or uncertified copy of patent—related file
wrapper and contemts ...........coiuiinnn. 150.00

(3) Certified or uncertified copy of Office records, per
document except as otherwise provided in this section ... 25.00

Rev. 1, Sept. 1995
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§ 1.20

(4) For assignment records, abstract of title and

certification, per patent .................... 25.00
(c) Library service (35 U.S.C. 13): For providing
to libraries copies of all patents issued.annually, per

annum . .... e e ... 5000
(d) "For list of all United States patents and statutory
invention registrations in a subclass ....... ..., 3.00

(e) Uncertified statement as to status of the
payment of maintenance fees due on a patent or

expirationofapatent ...................... 10.00
() Uncertified copy of a non—United States pa-
tent document, perdocument ............... 25.00

(g) To compare and certify copies made from Patent
and Trademark Office records but not prepared by the Pat-
ent and Trademark Office, per copy of docu-

1 7-] 11 25.00
(h) Additional filing recelpts duplicate; or cor-
rected due to applicant .................... 25.00

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1,
1982; para. (b), 49 FR 552, Jan. 4, 1984, effective date Apr. 1,
1984; paras. (f) and (g) added, 49 FR 34724, Aug. 31, 1984,
effective date Nov. |, 1984; paras. (a) and (¢),50FR 9379, Mar.7,
1985, effective date May 8.1985; 50 FR 31825, Aug. 6, 1985,
effective date Qct. 5, 1985; revised 54 FR 6893, Feb. 15, 1989,
54FR9432, March 7, 1989, effective Apr. 17, 1989; revised S6 FR
65142, Dec. 13, 1991, effective Dec. 16, 1991; paras. (b)(4), (f)
and (h),57 FR 38190, Aug. 21, 1992, effective Qct.1, 1992;
para. (a)(3), 58 FR 38719, July 20, 1993, effective Oct. 1, 1993;
paras. (a)(1)(ii), (a)(1)(iii), (b)(1)(i), & (b)(1)(ii) amended,
60 FR 41018, Aug. i1, 1995, effective Oct. 1, 1995]

& 1.20 Post—issugnce fees.
(a) For providing a certificate of correction for

applicant’s mistake (§ 1.323) ............. $100.00

(b) Petition for correction of inventorship in

patent (§1.324) ..................... 130.00

(c) For filing a request for

reexamination (§ 1.510(2))............. 2,390.00

(d) For filing each statutory disclaimer (§ 1.321):
By a small entity (§ 1.9(f)) ......... 55.00
By other than a small entity ......... 110.00

(e) For maintaining an original or reissue patent,
except a design or plant patent, based on an application
filed on or after December 12, 1980, in force beyond four
years; the fee is due by three years and six months after
the original grant

By small entity (§ 1.9(f)) ........... 495.00
By other than a small entity ....... 990.00

Rev. 1, Sept. 1995

(f) For mamtammg an’ ongmal or reissue patent,

. except a design or plant patent based on an apphcatlon

filed on or after December 12 1980, in force beyond
eight years; the fee i is due by seven years and $ix months
after the original grant . S '
L Byasmallentlty(§ 19(f)).‘... e v 99500 .
By other than. a small entity ..... L 1‘,’990.00
" (g) For mamtalmng an original ‘or I‘CISSUC ‘patent,

except a desngn or plant patent based on an appllcatlonr SR

filed on or after December 12, 1980, in force beyond
twelve years; the fee is due by eleven years and six
months after the original grant :
By a small entity (§ 1L9()) ........ 1,495.00
By other than a small entity ....... . 2,990.00
(h) Surcharge for paying a maintenance fee
during the six—month grace period following the
expiration of three years and six months, seven years
and six months and eleven years and six months after
the date of the original grant of a patent based on an
application filed on or after December 12, 1980
By a small entity (§ 1.9(f)) .......... 65.00
By other than a small entity ........ 130.00
(i) Surcharge for accepiing a maintenance fee after
expiration of a patent for non—timely payment of a
maintenance fee where the delay in payment is shown to
the satisfaction of the Commissioner to have been
(1) unavoidable ................... 660.00
(2) unintentional ................ 1,550.00
(j) For filing an application for extension of the
term of a patent

(1) Application  for  extension  under
§1.740 .. ..o $1,060.00
(2) Initial application for interim extension
under§1.790 ..........iiiiiiia. $400.00
(3) Subsequent application for interim exten-
sionunder§ 1.790 ....................... $200.00

[Added 47 FR 41273, Sept. 17, 1982, effective date Oct. 1,
1982; paras. (k), (1) and (m)added, 49 FR 34724, Aug. 31, 1984,
effective date Nov. 1, 1984; paras. (c), (f), (g) and (m), 50 FR
9379, Mar. 7, 1985, effective date May 8, 1985; S0 FR 31825, Aug.
6, 1985, effective date Oct. 5, 1985; 51 FR 28057, Aug. 4, 1986;
52 FR 9394, Mar. 24, 1987, paras. (a)=(n), 54 FR 6893, Feb. 15,
1989, 54 FR 8053, Feb. 24, 1989, effective Apr. 17, 1989; revised
56 FR 65142, Dec, 13, 1991, effective Dec. 16, 1991; paras.
(a), (¢), (¢)=(g) and (i), 57 FR 38190, Aug. 21, 1992, effective
Oct. 1, 1992; para. (i), 58 FR 44277, Aug. 20, 1993, effective
Sept. 20, 1993; paras. (c), (¢)~(g), (i)(1) and (j), 59 FR 43736,
Aug. 25, 1994, effective Oct. 1, 1994; para. (j) revised, 60 FR
25615, May 12, 1995, effective July 11, 1995; paras. (c),
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(e)-(g), (l)(2) &(_])(l) amended, 60FR 41018, Aug 11,1995,

effective Oct. 1, 1995]

§ 1.21 Miscellaneous fees and charges.
The Patent and Trademark Office has established
the following fees for the services indicated:
(a) Registration of attorneys and agents:
(I) For admission to examination for registra-
tion to practice: fee payable upon......... ... $130.00
(2) On registration to practice ..... 100.00
(3) Forreinstatement to practice ... 15.00
(4) For certificate of good standing as an
attorneyoragent ............ceevevnnenns 10.00
Suitable forframing .................. 20.00
(5) For review of decision of the Director of
Enrollment and Discipline under § 10.2(c) .... 130.00
(6) For requesting regrading of an examina-
tionunder§10.7(c)......ocvvniinian. 130.00
(b) Deposit accounts:
(1) For establishing a deposit account ... 10.00
(2) Service charge for each month when the balance
at the end of the month is below $1,000 ...... 25.00
(3) Service charge for each month when the balance
at the end of the month is below $300 for restricted
subscription deposit accounts used exclusively for sub-

scription order of patent copies as issued ...... 25.00
(c) Disclosure document: For filing a disclosure
document ...........c..ciiiiiiiiiiiiien., 10.00

(d) Delivery box: Local delivery box rental, per
annum50.00

(e) International—type search reports:: For prepar-
ing an international —type search report of an interna-
tional type search made at the time of the first action
on the merits in a national patent application .. 40.00

(f) [Reserved]

(g) Self-service copy charge, perpage.... 0.25

(h) For recording each assignment, agreement, or
other paper relating to the property in a patent or
application, per property ............ovoevvee 40.00

(i) Publication in Official Gazette: For publica-
tion in the Official Gazette of a notice of the
availability of an application or a patent for licensing

orsale, each application or patent ........ 25.00
(j) Labor charges for services, per hour or fraction
thereof ............ ... . i 30.00

(k) For items and services, that the Commis-
sioner finds may be supplied, for which fees are not
specified by statute or by this part, such charges as

R-~19

§ 1. zz,

" may be determmed by the Commnssnoner with

respect to each such item or service ... Actual cost
(1) For ~processing and. retammg any apphcatlonj

abandoned pursuant to §1. 53(d)(1) unless the requxred o
- basic fllmg fee has been pald O S 130 00

- (m) For processmg each check returned unpald” 5
by abank ....... e e e Liieiiei.. 5000

(n) For handlmg an mcomplete or 1mproper ap-"‘, :

pllcatlon under §§ 1.53(c), 1.60,0r 1:62 .. ... 130.00
(o) Margmal cost, paid in advancc for each hour of

terminal session time, lncludmg prmt tlme using Auto- '

mated Patent System -full— text search capabilities,
prorated for the actual time used. The Commissioner
may waive the payment by an individual for access to the
Automated Patent System full —text search capability
(APS-Text) upon a showing of need or hardship and
if such waiver is in the public interest .. ... .. . 40.00

[Added 47 FR 41274, Sept. 17, 1982, effective date Oct. 1,
1982; paras. (b) and (1), 49 FR 553, Jan. 4, 1984, effective date
Apr. 1, 1984, paras. (a)(5) and (6) added, 50 FR 5171, Feb. 6,
1985, effective date Apr. 8, 1985; 50 FR 31825, Aug. 6,.1985,
effective date Oct. 5, 1985; paras. (a), (b)(1), (d)~(), ()~(m),
54 FR 6893, Feb. 15, 1989, 54 FR 8053, Feb. 24, 1989, 54 FR
9432, March 7, 1989, effective Apr. 17, 1989; para. (n) added
54 FR 47518, Nov. 15, 1989, effective Jan. 16, 1990; paras.
(0)=(q) added 54 FR 50942, Dec.11, 1989, effective Feb. 12,
1990; paras. (a)=(c), (¢)~(h), (j)=(1) & (n) amended, 56 FR
65142, Dec, 13, 1991, effective Dec. 16, 1991; paras. (p) and (q)
deleted, 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991;
paras. (2)(1), (a)(5), (a)(6), (b)(2), (b)(3), () and (i), 57 FR
38190, Aug. 21, 1992, effective Oct. 1, 1992; para. (p) added,
57 FR 38190, Aug. 21, 1992, effective Oct. 1, 1992; para. (p)
deleted, 59 FR 43736, Aug. 25, 1994, effective Qct. 1, 1994; para.
(i) amended, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995;
para.(a)(1)amended, 60 FR 41018, Aug, 11, 1995, effective Oct.
1, 1995]

§ 1.22 Fees payable in advance.

(a) Patent and trademark fees and charges payable
to the Patent and Trademark Office are required to be
paid in advance, that is, at the time of requesting any
action by the Office for which a fee or charge is payable
with the exception that under § 1.53 applications for
patent may be assigned a filing date without payment of
the basic filing fee.

(b) All patent and trademark fees paid to the Patent
and Trademark Office should be itemized in each indi-
vidual application, patent, or other proceeding in such a
manner that it is clear for which purpose the fees are paid.

{48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983]
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§ 1.23 Method of payment.

All payments -of money reqmred for Patent and

Trademark Office fees, including fees for the processing

of international applications (§ 1.445), should be made

in U.S. specie, Treasury notes, national bank notes, post
office money orders, or by certified check. If sent in any
other form, the Office may delay or cancel the credit
until collection is made. Money orders and checks must
be made payable to the Commissioner of Patents and
Trademarks. Remittances from foreign countries must
be payable and immediately negotiable in the United
States for the full amount of the fee required. Money
sent by mail to the Patent and Trademark Office will be at
the risk of the sender; letters containing money should be
registered. :
[43 FR 20462, May 11, 1978]

§ 1.24 Coupons.

Coupons in denominations of three dollars, for
the purchase of patents, designs, defensive publica-
tions, statutory invention registrations, and trademark
registrations are sold by the Patent and Trademark
Office for the convenience of the general public; these
coupons may not be used for any other purpose. The
three—dollar coupons are sold individually and in
books of 50 for $150.00. These coupons are good until
used; they may be transferred but cannot be re-
deemed.

[47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR
2708, Jan. 20, 1983. =ffective date Feb. 27, 1983; 50 FR 31825,
Aug. 6, 1985, effective Oct. 5, 1985; 51 FR 28057, Aug. 4, 1986;
56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991}

§ 1.18 Depeosit accounts.

(a) For the convenience of attorneys, and the
general public in paying any fees due, in ordering
services offered by the Office, copies of records, etc.
deposit ac- counts may be established in the Patent
and Trademark Office upon payment of the fee for
establishing a deposit account § 1.21(b)(1)). A mini-
mum deposit of $1,000 is required for paying any fee
due or in ordering any services offered by the Office.
However, a minimum deposit of $300 may be paid to
establish a restricted subscription deposit account used
exclusively for subscription order of patent copies as
issued. At the end of each month, a deposit account
statement will be rendered. A remittance must be
made promptly upon receipt of the statement to cover
the value of items or services charged to the account
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- and thus restore the account to its established normal =~
deposit value An amount ‘sufficient to cover all fees, s

. services, copies, etc., requested must always be on .
" deposit. Charges to accounts with insufficient-funds will
" not be accepted. A service charge 8 121(b)(2)) will be -

assessed for each month that the balance at the end of.

the month is below’ $1 ,000.. For restncted subscription - S

deposit accounts, a service charge (8 121(b)(3)) will be -

‘assessed for each month that the balance at-the. end of )

the month is below $300.

(b) Filing, issue, appeal, mtemanonal—type searchi
report, international application processing, petition, and
post—issuance fees may be charged against these accounts
if sufficient funds are on deposit to cover such fees. A
general authorization to charge all fees, or only certain
fees, set forth in §§ 1.16 to 1.18 to a deposit account
containing sufficient funds may be filed in an individual
application, either for the entire pendency of the applica-
tion or with respect to a particular paper filed. An
authorization to charge to a deposit account the fee for a
request for reexamination pursuant to § 1.510 and any
other fees required in a reexamination proceeding in a
patent may also be filed with the request for reexamina-
tion. An authorization to charge a fee to a deposit
account will not be considered payment of the fee on
the date the authorization to charge the fee is effective
as to the particular fee to be charged unless sufficient funds
are present in the account to cover the fee.

[49FR 553,Jan. 4, 1984, effective Apr. 1, 1984; 47FR 41274,
Sept. 17, 1982, effective Oct. 1,1982; 50 FR 31826, Aug. 6, 1985,
effective Oct. S, 1985]

§ 1.26 Refunds.

(a) Money paid by actual mistake or in excess will be
refunded, but a mere change of purpose after the
payment of money, as when a party desires to withdraw
an application, an appeal, or a request for oral hearing,
will not entitle a party to demand such a return. Amounts
of twenty~five dollars or less will not be returned unless
specifically requested within a reasonable time, nor will
the payer be notified of such amount; amounts over
twenty~five dollars may be returned by check or, if
requested, by credit to a deposit account.

(b) [Reserved]

(c) If the Commissioner decides not to institute a
reexamination proceeding, a refund of $1,690 will be
made to the requester of the proceeding. Reexamination
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requesters should indicate whether any refund should be

made by check or by credit to a deposit account.
{47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982; SOFR

31826 Aug. 6, 1985, effective Oct. 5, 1985; para. (c), 54 FR 6893,

Feb. 15, 1989, effective Apr. 17, 1989; para. (c), 56 FR 65142,
Dec. 13, 1991, effective Dec. 16, 1991; paras. (a)and (c), 57 FR
38190, Aug. 21, 1992, effective Oct. 1,1992]

§ 1.27 Statement of status as small entity.

(a) Any person seeking to establish status as a small
entity (§ 1.9(f) of this part) for purposes of paying fees in
an application or a patent must file a verified statement
in the application or patent prior to or with the first fee
paid as a small entity. Such a verified statement need
only be filed once in an application or patent and
remains in effect until changed.

(b) Any verified statement filed pursuant to para-
graph (a) of this section on behalf of an indepen-
dent inventor must be signed by the independent
inventor except as provided in §§ 1.42, 1.43, or 147
of this part and must aver that the inventor qualifies as
an independent inventor in accordance with § 1.9(c) of
this part. Where there are joint inventors in an
application, each inventor must file a verified statement
establishing status as an independent inventor in order
to qualify as a small entity. Where any rights have
been assigned, granted, conveyed, or licensed, or there
is an obligation to assign, grant, convey, or license, any
rights to a small business concern, a nonprofit organization,
or any other individual, a verified statement must be filed
by the individual, the owner of the small business concern,
or an official of the small business concem or nonprofit
organization empowered to act on behalf of the small
business concern or nonprofit organization averring to their
status. For purposes of a verified statement under this
paragraph, a license to a Federal agency resulting from a
funding agreement with that agency pursuant to
35 U.S.C. 202(c)(4) does not constitute a license as set
forth in § 1.9 of this part.

(c) Any verified statement filed pursuant to para-
graph (a) of this section on behalf of a small business
concern must (1) be signed by the owner or an official of
the small business concern empowered to act on behalf
of the concern; (2) aver that the concern qualifies as a
small business concern as defined in § 1.9(d); and (3)
aver that exclusive rights to the invention have been
conveyed to and remain with the small business concern
or, if the rights are not exclusive, that all other rights
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belong to small entltles as defmed in § 19 Where the
- rights of the small business concern as a small entity are EE

not exclusive, a verified statement must also be filed by
the other small entities havmg tights avemng to their _

* status“as such, For purposes of a verified statement

under- this paragraph, a. license to-a Federal agency' ,
resulting from a fundmg agreement with that agency
pursuant to 35 U.S.C. 202(c)(4) does not constitute a
license as set forth in § 1.9 of this part.

(d) Any verified statement filed pursuant to para- -
graph (a) of this section on behalf of a nonprofit
organization must (1) be signed by an official of the
nonprofit organization empowered to act on behalf of
the organization; (2) aver that the organization qualifies
as a nonprofit organization as defined in § 1.9(e) of this
part specifying under which one of § 1.9(e)(1), (2), (3),
or (4) of this part the organization qualifies; and (3) aver '
that exclusive rights to the invention have been conveyed
to and remain with the organization or if the rights are
not exclusive that all other rights belong to small
entities as defined in § 1.9 of this part. Where the
rights of the nonprofit organization as a small entity are
not exclusive, a verified statement must also be filed by the
other small entities having rights averring to their status as
such. For purposes of a verified statement under this
paragraph, a license to a Federal agency resulting from a
funding agreement with that agency pursuant to 35 US.C.
202(c)(4) does not constitute a conveyance of rights as set
forth in this paragraph.

[47 FR 40139, Sept. 10, 1982, added effective Qct. 1, 1982;
para. (c) added, 47 FR 43276, Sept. 30, 1982; paras. (b), (c), and
(d), 49 FR 553, Jan. 4, 1984, effective Apr. 1, 1984]

§ 1.28 Effect on fees of failure to establish status, or
change status, as a small entity.

(a) The failure to establish status as a small entity
(88 1.9(f) and 1.27 of this part) in any application or
patent prior to paying, or at the time of paying, any fee
precludes payment of the fee in the amount established
for small entities. A refund pursuant to § 1.26 of this
part, based on establishment of small entity status, of a
portion of fees timely paid in full prior to establishing
status as a small entity may only be obtained if a verified
statement under § 1.27 and a request for a refund of the
excess amount are filed within two months of the date of
the timely payment of the full fee. The two—month time
period is not extendable under § 1.136. Status as a small
entity is waived for any fee by the failure to establish the
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§ 131 ‘ ‘

status prior to paying, at the time of paying, or within two
months of the date of payment of, the fee. Status as a
small entity must be specifically established in each
application or patent in which the status is available and
desircd. Status as a small entity in onc application or

patent does not affect any other application or patent,

including applications or patents which are directly or
indirectly dependent upon the application or patent in
which the status has been established. A nonprovisional
application claiming benefit under 35 US.C. 119(e),
120, 121, or 365(c) of a prior application may rely on a
verified statement filed in the prior application if the
nonprovisional application includes a reference to the
verified statement in the prior application or includes a
copy of the verified statement in the prior application
and status as a small entity is still proper and desired.
Once status as a small entity has been established in an
application or patent, the status remains in that applica-
tion or patent without the filing of a further verified
staternent pursuant to § 1.27 of this part unless the Office
is notified of a change in status.

(b) Once status as a small entity has been estab-
lished in an application or patent, fees as a small entity
may thereafter be paid in that application or patent
without regard to a change in status until the issue fee is
due or any maintenance fee is due. Notification of any
change in status resulting in loss of entitlement to small
entity status must be filed in the application or patent
prior to paying, or at the time of paying, the earliest of
the issue fee or any maintenance fee due after the date
on which status as a small entity is no longer appropriate
pursuant to § 1.9 of this part. The notification of change
in status may be signed by the applicant, any person
authorized to sign on behalf of the assignee, or an
attorney or agent of record or acting in a representative
capacity pursuant to § 1.34(a) of this part.

(c) If status as a small entity is established in good
faith, and fees as a small entity are paid in good faith, in
any application or patent, and it is later discovered that
such status as a small entity was established in error or
that through error the Office was not notified of a change
in status as required by paragraph (b) of this section, the
error will be excused (1) if any deficiency between the
amount paid and the amount due is paid within three

months after the date the error occurred or (2) if any

deficiency between the amount paid and the amount
due is paid more than three months after the date the
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error occurred and the payment lS accompamed by a

statement explammg how the error in good. faith
occurred and how and when the error was discovered. :
The statement must be a verified statement 1f made by a
person not reglstered to practice before the Patcnt and

- Trademark Office. The deficiency is- based on the -
‘amount of the fee, for other than a small entity, in eftect R

at the time the deficiency is pald infull..
(d)(1) Any attempt to fraudu‘lently (i) establish

- status as a small entity or (ii) pay fees as a small entity -

shall be considered as a fraud practlced or attempted on
the Office.

(2) Improperly and with intent to deceive (i)
establishing status as a small entity or (ii) paying feesas a
small entity shall be considered as a fraud practiced or
attempted on the Office, :

[47 FR 40140, Sept. 10, 1982, added effective Oct. 1, 1982;
para. (a),49 FR 553,Jan. 4, 1984, effective Apr. 1, 1984; para. (d)(2),
57TFR 2021, Jan. 17, 1992, effective Mar. 16, 1992; para. (c) revised,
58 FR 54504, Oct. 22, 1993, effective Jan 3, 1994; para. (a) revised,
60 FR 20195, Apr. 25, 1995, effective June 8, 1995]

Subpart B — National Processing Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY OR AGENT

§ 131 Applicants may be represented by a registered
attorney or agent.

An applicant for patent may file and prosecute his or
her own case, or he or she may be represented by a
registered attorney, registered agent, or other individual
authorized to practice before the Patent and Trademark
Office in patent cases. See § 10.6 and § 10.9 of this
subchapter. The Patent and Trademark Office cannot
aid in the selection of a registered attorney or agent.

{SO FR 5171, Feb. 6,1985, effective Mar. 8, 1985]

§ 1.32 [Reserved]
[Deleted 57 FR 29642, July 6, 1992, effective Sept. 4, 1992]

§ 1.33 Correspondence respecting patent
applications, reexamination proceedings, and
other proceedings.

(a) The residence and post office address of the
applicant must appear in the oath or declaration if not
stated elsewhere in the application. The applicant may
also specify and an attorney or agent of record may
specify a correspondence address to which communica-
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tions about the application are.to 'be directed. All ©

notices, official letters, and other communications in the
case will be directed to the correspondence address or, if
no such-correspondence address is specified, to an attor-
ncy or agent of record (see § ‘1.34(b)), or, if no
attorney or agent is of record, to the applicant, ‘or to any
assignee of record of the entire interest if the applicant
or such assignee so requests, or to an-assignec of an
undivided part if the applicant so requests, at the post
office address of which the Office has been notified in
the case. Amendments and other papers filed in the
application must be signed: (1) by the applicant, or (2) if
there is an assignee of record of an undivided part
interest, by the applicant and such assignee, or (3) if
there is an assignee of record of the entire interest, by
such assignee, or (4) by an attorney or agent of
record. or (5) by a registered attorney or agent not of
record who acts in a representative capacity under the
provisions of § 1.34(a). Double correspondence with an
applicant and his attorney or agent, or with more than
one attorney or agent, will not be undertaken. If more
than one attorney or agent be made of record and a
correspondence address has not been specified, corre-
spondence will be held with the one last made of record.

(b) An applicant who has not made of record a
registered attorney or agent may be required to state
whether he received assistance in the preparation or
prosecution of his application, for which any compensa-
tion or consideration was given or charged, and if so, to
disclose the name or names of the person or persons
providing such assistance. This includes the preparation
for the applicant of the specification and amendments or
other papers to be filed in the Patent and Trademark
Office, as well as other assistance in such matters, but
does not include merely making drawings by draftsmen
or stenographic services in typing papers.

(c) All notices, official letters, and other commu-
nications for the patent owner or owners in a reexamina-
tion proceeding will be directed to the attorney or agent
of record (see § 1.34(b)) in the patent file at the address
listed on the register of patent attorneys and agents
maintained pursuant to § 10.5 and § 10.11 or, if no
attorney or agent is of record, to the patent owner or
owners at the address or addresses of record. Amend-
ments and other papers filed in a reexamination
proceeding on behalf of the patent owner must be signed
by the patent owner, or if there is more than one owner
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~by all the OWners; or by an attorncy or agent of record i m S |
the patent file, orbya reglstercd attorney or agent not of

- record who acts in a Tepresentative capacity . under the - R

_provisions of §1. 34(a) Double correspondence wrth the Sl

patentowner or owners and thc patcnt owner S. attorney :

“or-agent, or with more than onc. attorney oragent, will - -~

not be undertaken. If more than one attorney or agentis-

of record and a. correspondence address has not been
specified, correspondence will be held wrth the lastv o

attorney or agent made of record.

(d)y: A“correspondence address” or change thereto ;
may be filed with the Patent and Trademark Office
during the enforceable life of the patent. The“corre-‘
spondence address” will be used in any correspondence
relating to maintenance fees unless a separate “fee
address” has been specified. Sec § 1.363 for “fee
address” used solely for maintenance fee purposes.

{36 FR 12617, July 2, 1971; 46 FR 29181, May 29, 1981;
para. (d) added, 49 FR 34724, Aug. 31, 1984, effective Nov. 1,
1984; para. (c), S0 FR 5171, Feb. 6, 1985, effective Mar. 8, 1985]

§ 1.34 Recognition for representation.

(a) When a registered attorney or agent acting in a
representative capacity appears in person or signs a
paper in practice before the Patent and Trademark
Office in a patent case, his or her personal appearance or
signature shall constitute a representation to the Patent
and Trademark Office that under the provisions of this
subchapter and the law, he or she is authorized to
represent the particular party in whose behalf he or
she acts. In filing such a paper, the registered attorney or
agent should specify his or her registration number with
his or her signature. Further proof of authority to actina
representative capacity may be required.

(b) When an attorney or agent shall have filed his or
her power of attorney, or authorization, duly executed by
the person or persons entitled to prosecute an applica-
tion or a patent involved in a reexamination proceeding,
he or she is a principal attorney of record in the case. A
principal attorney or agent, so appointed, may appoint
an associate attorney or agent who shall also then be of
record.

{46 FR 29181, May 29, 1981; para. (a), S0 FR 5171, Feb. 6,
1985, effective Mar. 6, 1985]

§ 1.36 Revocation of power of attorney ot
authorization; withdrawal of attorney or agent.
A power of attorney or authorization of agent may
be revoked at any stage in the proceedings of a case, and
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an attorney or agent may withdraw, upon application to -
and approval by the Commissioner. An attorney or
agent, except an associate attorney -or agent whose -

address is the same as that of the principal attorney or
agent, will be notified of the revocation of the power of
attorney or authorization, and the applicant or patent

~ owner will be notified of the withdrawal of the attorney.

or agent. An assignment will not of itself operate as a
revocation of a power or authorization previously given,
but the assignee of the entire interest may revoke
previous powers and be represented by an attorney or
agent of the assignee’s own selection. See § 1.613(d) for
withdrawal of an attorney or agent of record in an
interference.
[49 FR. 48416, Dec. 12, 1984, effective Feb. 11, 1985]

WHO MAY APPLY FOR A PATENT

§ 1.41 Applicant for patent.

(a) A patent must be applied for in the name of
the actual inventor or inventors. Full names must be
stated, including the family name, and at least one
given name without abbreviation together with any
other given name or initial.

(b) Unless the comtrary is indicated the word
“applicant” when used in these sections refers to the
inventor or joint inventors who are applying for a patent,
or to the person mentioned in §§ 1.42, 1.43 or 1.47 who
is applying for a patent in place of the inventor.

(¢) Any person authorized by the applicant may file
an application for patent on behalf of the inventor or
inventors, but an oath or declaration for the applica-
tion (§ 1.63) can only be made in accordance with
§ 1.64.

(d) A showing may be required from the person
filing the application that the filing was authorized
where such authorization comes into question.

[48 FR 2708, Jan. 20, 1983; 48 FR 4285, Jan. 31, 1983)

§ 1.42 When the inventor is dead.

In case of the death of the inventor, the legal
representative (executor, administrator, etc.) of the
deceased inventor may make the necessary oath or
declaration, and apply for and obtain the patent.
Where the inventor dies during the time intervening
between the filing of the application and the granting of a
patent thereon, the letters patent may be issued to the
legal representative upon proper intervention.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983]
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, § 143 When the mventor |s insane or Iegally

mcapacntated

In case an inventor is insane. or otherwxse legally inca--
pacitated, the legal representatlve (guardlan, conserva-;
tor, etc.) of such- inventor may make the necessary oath :

- or declaratton, and apply for and obtaln the patent =

- [48 FR 2709 Jan 20 1983 effectlve Feb 27, 1983]

$§ 144 Proof of authonty e o
In the cases mentioned in §§ 1.42 and 1 43 proof of -
the power or authority of the legal representative must -
be recorded in the Patent and Trademark Office or filed
in the application before the grant of a patent.

§ 1.45 Joint inventors. ,

(a) Joint inventors must apply for a patent jointly
and each must make the required oath or declaration;
neither of them alone, nor less than the entire number,
can apply for a patent for an invention invented by them
jointly, except as provided in § 1.47.

(b) Inventors may apply for a patent jointly even
though

(1) They did not physically work together or at
the same time,

(2) Each inventor did not make the same amount of
contribution, or

(3) Each inventor did not make a contribution to
the subject matter of every claim of the application.

(c) If multiple inventors are named in a nonprovi-
sional application, each named inventor must have made
a contribution, individually or jointly, to the subject
matter of at least one claim of the application and the
application will be considered to be a joint application
under 35 U.S.C. 116. If multiple inventors are named in
a provisional application, each named inventor must
have made a contribution, individually or jointly, to the
subject matter disclosed in the provisional application
and the provisional application will be considered tobe a
joint application under 35 U.S.C. 116.

[paras. (b) and (¢), 47 FR 41274, Sept. 17, 1982, effective
Oct. 1, 1982; 48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983;
S0FR9379, Mar. 7, 1985, effective May 8, 1985; para. (c) revised,
60 FR 20195, Apr. 25, 1995, effective June 8, 1995)

§ 1.46 Assigned inventions and patents.

In case the whole or a part interest in the invention
or in the patent to be issued is assigned, the application
must still be made or authorized to be made, and an oath
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or declaration signed, by the inventor or one of the
persons mentioned in §§ 1.42, 1.43, or 1.47. However, the
patent may be issued to the assignee or jointly to the
inventor and the assignee as provided in § 3.81.

{48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; 57 FR

29642, July 6, 1992, effective Sept. 4, 1992]

§ 1.47 Filing when an inventor refuses to sign or
cannot be reached.

(a) If a joint inventor refuses to join in an
application for patent or cannot be found or reached
after diligent effort, the application may be made by the
other inventor on behaif of himself or herself and the
omitted inventor. The oath or declaration in such an
application must be accompanied by a petition including
proof of the pertinent facts and by the required fee (§
1.17(h)) and must state the last known address of the
omitted inventor. The Patent and Trademark Office shall
forward notice of the filing of the application to the
omitted inventor at said address. Should such notice be
returned to the Office undelivered, or should the address
of the omitted inventor be unknown, notice of the filing
of the application shall be published in the Official
Gazette. The omitted inventor may subsequently join in
the application on filing an oath or declaration of the
character required by § 1.63. A patent may be granted to
the inventor making the application, upon a showing
satisfactory to the Commissioner, subject to the same
rights which the omitted inventor would have had if he
or she had been joined.

(b) Whenever an inventor refuses to execute an
application for patent, or cannot be found or reached
after diligent effort, a person to whom the inventor has
assigned or agreed in writing to assign the invention or
who otherwise shows sufficient proprietary interest in the
matter justifying such action may make application for
patent on behalf of and as agent for the inventor. The
oath or declaration in such an application must be
accompanied by a petition including proof of the
pertinent facts and a showing that such action is necessary
to preserve the rights of the parties or to prevent
irreparable damage, and by the required fee (§ 1.17(h))
and must state the last known address of the inventor. The
assignment, written agreement to assign or other evi-
dence of proprietary interest, or a verified copy thereof,
must be filed in the Patent and Trademark Office. The
Office shall forward notice of the filing of the application
to the inventor at the address stated in the application.
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Should such notice be. returned to the Ofﬁce undeliv-
ered, or should the address of the. inventor be unknown,
notice of the filing of the apphcatlon shall be published
in the Official Gazette The inventor may subsequently

“join in the application on ﬁlmg anoathor declar_atlon of the

- character required by § 1.63. A patent may be granted to

“the inventor upon a showmg satisfactory to the
: Comrmssroner :

[47 FR 41275, Sept. 17, 1982 ef.fectlve Oct 1,1982;48 FR
2709, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.48 Correction of inventorship.

(a) If the correct inventor or inventors are not
named in a nonprovisional application through error
without any deceptive intention on the part of the actual
inventor or inventors, the application may be amended
to name only the actual inventor or inventors. Such
amendment must be diligently made and must be
accompanied by:

(1) a petition including a statement of facts verified
by the original named inventor or inventors establishing
when the error without deceptive intention was discov-
ered and how it occurred;

(2) an oath or declaration by each actual inventor or
inventors as required by § 1.63;

(3) the fee set forth in § 1.17(h); and

(4) the written consent of any assignee. When the
application is involved in an interference, the petition
shall comply with the requirements of this section and
shall be accompanied by a motion under § 1.634.

(b) If the correct inventors are named in the
nonprovisional application when filed and the prosecu-
tion of the application results in the amendment or
cancellation of claims so that less than all of the originaily
named inventors are the actual inventors of the inven-
tion being claimed in the application, an amendment
shall be filed deleting the names of the person or persons
who are not inventors of the invention being claimed.
The amendment must be diligently made and shall be
accompanied by:

(1) A petition including a statement identifying
each named inventor who is being deleted and acknowl-
edging that the inventor’s invention is no longer being
claimed in the application; and

(2) The fee set forth in § 1.17(h).

(c) If a nonprovisional application discloses un-
claimed subject matter by an inventor or inventors not
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named in the apphcatlon the apphcatlon may be?';'_f

amended pursuant to paragraph (a) of this SCCthIl toadd.

-clanns to- ‘the: subject matter and name the correct‘

s mventors for the applrcatlon
(d) Ifthe name or nam

~ were. omltted ina provrs
without any deceptlve 1ntent10n on the part of the actual

s_ of an mvent

l‘applrcatlon through error; :

(2) A Complete provrsronal apphcatlon ﬁled under
§ 1 53(b)(2) compnses: S R

inventor or inventors, the prov1s10nal apphcatlon may be SR :
amended to add the name or names of the actual., Lo

inventor or inventors, Such amendment must be accom-

_panied by: , L :
Da petltlon including a statement that the error

occurred without deceptive intention on the part of the ,

actual inventor or-inventors, which statement must be a
verified statement if made by a person not registered to
practice before the Patent and Trademark Office; and
(2) the fee set forth in § 1.17(q).
(e) If a person or persons were named as an

inventor or inventors in a provisional application

through error without any deceptive intention, an
amendment may be filed in the provisional application
deleting the name or names of the person or persons who
were erroneously named. Such amendment must be
accompanied by:

(1) a petition including a statement of facts verified
by the person or persons whose name or names are being
deleted establishing that the error occurred without
deceptive intention;

(2) the fee set forth in § 1.17(q); and

(3) the written consent of any assignee.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR
48416, Dec. 12,1984, effective Feb. 11, 1985; SOFR 9379, Mar. 7,
1985, effective May 8, 1985; para. (a), 57 FR 56446, Nov. 30,
1992, effective Jan. 4, 1993; revised, 60 FR 20195, Apr. 25, 1995,
effective June 8, 1995]

THE APPLICATION

§ 1.51 General requisites of an application.
(a) Applications for patents must be made to the
Commissioner of Patents and Trademarks.
(1) A complete application filed under § 1.53(b)(1)
comprises:
(i) A specification, including a claim or claims, see
§6 1.71t0 1.77;
(ii) An oath or declaration, see §§ 1.63 and 1.68;
(iii) Drawings, when necessary, see §§ 1.81 to 1.85;
and
(iv) The prescribed filing fee, see § 1.16.
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s the appllcatron to 1dent

(F) The doc et

- (G) The correspondence address, and

(H) The name of the U.S. Government agency Gl
and Government contract number (if the’ invention was

made by an agency of the. us. Government or under a

contract with an agency of the U. S. Government), -
(ii) A spccrflcatlon as prescrlbed by 35 U S C. 112 '

first paragraph, see § 1.71; : .

(iii) Drawings, when necessary, see §§ 1 81 to 1 85

and .
(iv) The prescribed filing fee, see § 1.16."

(b) Applicants are encouraged to file an informa-
tion disclosure statement in nonprovisional applica- .
tions. See §§ 1.97 and 1.98. No information disclosure
statement may be filed in a provisional application.

(c) Applicants may desire and are permitted to file
with, or in, the application or authorization to charge, at

any time during the pendency of the application, any fees o
required under any of §§ 1.16 to 1.18 to a deposit account -

established and maintained in accordance with § 1.25.
" [42FR 5593, Jan. 28,1977; paras. (a) and (c),47 FR 41275,

Sept. 17, 1982, effective Oct. 1, 1982; paras. (a) and (b), 48 FR .

2709, Jan. 20, 1983, effective Feb. 27, 1983; para. (b), 57FR
2021, Jan. 17, 1992, effective Mar. 16, 1992; paras. (a) & (b)
revised, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995]

§ 1.52 Language, paper, writing, margins.

(a) The application, any amendments or correc-
tions thereto, and the oath or declaration must be in the
English language except as provided for in  § 1.69 and
paragraph (d) of this section, or be accompanied by a
verified translation of the application and a translation
of any corrections or amendments into the English
language. All papers which are to become apart of the
permanent records of the Patent and Trademark Office
must be legibly written, typed, or printed in permanent
ink or its equivalent in quality.‘All of the application
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papers must be presented in a form havmg sufﬁcrent

clarity and contrast between the paper and the wrrtmg,

typing, or prmtmg thereon to permit the direct produc- )
tion of readlly legrble copies in any number by use of

photographrc, electrostatrc, photo —off-set, and mlcro-f: ,
filming’ processes. If the papers are not of the requrred L
quality,- ‘substltute typewritten- or printed papers. of ',

suitable quality may be reqmred

(b) The application papers (specrf cation, including

claims, abstract, oath or declaration, and papers as

provided for in §§ 1.42, 1.43, 1.47, etc.) and also papers

subsequently filed, must be plainly written on but one
side of the paper. The size of all sheets of paper should be
8t081/2by101/2 to 13 inches (20.3to 21.6 cm. by 26.6 to
33.0 cm.) A margin of at least approximately 1 inch
(2.5 cm.) must be reserved on the left—hand of each
page. The top of each page of the application, including
claims must have a margin of at least approximately 3/4
inch(2 cm.). The lines must not be crowded too closely
together; typewritten lines should be 1 1/2 or'double
spaced. The pages of the application including claims
and abstract should be numbered consecutively, starting
with 1, the numbers being centrally located above or
preferably, below, the text.

(c) Any interlineation, erasure, cancellation or
other alteration of the application papers filed should be
made before the signing of any accompanying oath or
deciaration pursuant to § 1.63 referring to those
application papers and should be dated and initialed or
signed by the applicant on the same sheet of paper.
Application papers containing alterations made after
the signing of an oath or declaration referring to those
application papers must be supported by a supplemental
oath or declaration under § 1.67(c). After the signing of
the oath or declaration referring to the application
papers, amendments may only be made in the manner
provided by §§1.121 and 1.123 through 1.125.

(d) Anapplication may be filed in a language other
than English, A verified English translation of the
non-English language application and the fee set forth
in § 1.17(k) are required to be filed with the application
or within such time as may be set by the Office.

[43 FR 20462, May 11, 1978; paras. (a) and (d), 47 FR

41275, Sept. 17, 1982, effective Oct. 1, 1982; para. (c), 48 FR
2709. Jan. 20, 1983, effective Feb. 27, 1983; para. (d),49FR 554,
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§ L 53 Appllcatlon number, ﬁlmg ’date,

ofapplrcatmn.,, mpletion -

descnptron pursuant to'§ 1 71 and at’ least one claim . -
pursuant to § 1.75;. and any drawmg requrred by
§ 1.81(a), are filed in the Patent and Trademark Office in

the name of the actual inventor-or inventors as required
by § 1.41. No new matter may be introduced into an -

application after its filing date (§ 1.118). If all the names .
of the actual inventor or inventors are not supplied when
the specification and any required drawing are filed, the
application will not be given a filing date earlier than the
date upon which the names are supplied unless a petition
with the fee set forth in (§ 1.17(i) is filed which sets forth
the reasons the delay in supplying the names should be
excused. A continuation or divisional application.(filed
under the conditions specified in 35 U.S.C. 120 or 121
and § 1.78(a)) may be filed under this section, § 1.60 or
§ 1.62. A continuation—in—part application may be filed
under this section or § 1.62.

(2) Thefiling date of a provisional application is the
date on which: a specification as prescribed by 35 U.S.C.
112, first paragraph; and any drawing required by
§ 1.81(a), are filed in the Patent and Trademark Office in
the name of the actual inventor or inventors as required
by § 1.41. No amendment, other than to make the
provisional application comply with all applicable regu-
lations, may be made to the provisional application after
the filing date of the provisional application. If all the
names of the actual inventor or inventors are not
supplied when the specification and any required
drawing are filed, the provisional application will not be
given a filing date carlier than the date upon which the
names are supplied unless a petition with the fee set
forth in § 1.17(q) is filed which sets forth the reasons the
delay in supplying the names should be excused.

(i) A provisional application must also include a
cover sheet identifying the application as a provisional
application. Otherwise, the application will be treated as
an application filed under § 1.53(b)(1).
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Jan.4,1984, effectlveApr 1,1984; para. (c),57 FR2021 Jan.17,
:1992 effectrve Mar 16, 1992] , O RN o Rt

, (b)(1) The frhng date of an apphcatlon for patent o
flled under this sectron, except. for a provrsronal apphca-' i
‘tion, is the date on which: ‘a specrfrcatlon contammg a



$1.53 |
(i) An applrcatron for patent'
§ 1.53(b)(1): may be treated as a provisional appllcatlon-

and be accorded the orlgmal frlmg date provided-that a
petition requesting the conversron, with the fee set forth

in § 1. 17(q) is filed prior. to"the «earlier of the
abandonment of the § - 1.53(b)(1) - application, the -

payment of the issue fee, the expiration of 12 months
after the filing date of the § 1.53(b)(1) application, or the
filing of a request for a statutory invention reglstratron
under § 1.293. The grant of any such petition will not

entitle applicant to a refund of the fees which were

properly paid in the application filed under § 1.53(b)(1).

(iii) A provisional application shall not be entitled
to the right of priority under § 1.55 or 35 U.S.C. 119 or
365(a) or to the benefit of an earlier filing date under
§ 1.78 or 35 U.S.C. 120, 121 or 365(c) of any other
application. No claim for priority under § 1.78(a)(3) may
be made in a design application based on a provisional
application. No request under § 1.293 for a statutory
invention registration may be filed in a provisional
application. The requirements of §§ 1.821--1.825 re-
garding application disclosures containing nucleotide
and/or amino acid sequences are not mandatory for
provisional applications.

(c) If any application is filed without the specifica-
tion, drawing or name, or names, of the actuval inventor
or inventors required by paragraph (b)(1) or (b)(2) of
this section, applicant will be sc notified and given a time
period within which to submit the omitted specification,
drawing, name, or names, of the actual inventor, or
inventors, in order to obtain a filing date as of the date of
filing of such submission. A copy of the "Notice of
Incomplete Application” form notifying the applicant
should accompany any response thereto submitted to
the Office. If the omission is not corrected within the
time period set, the application will be returned or
otherwise disposed of; the fee, if submitted, will be
refunded less the handling fee set forth in § 1.21(n). Any
request for review of a refusal to accord an application a
filing date must be by way of a petition accompanied by
the fee set forth in § 1.17(1), if the application was filed
under § 1.53(b)(1), or by the fee set forth in § 1.17(q), if
the application was filed under § 1.53(b)(2).

(d)(1) If an application which has been accorded a
filing date pursuant to paragraph (b)(1) of this section
does not include the appropriate filing fee or an oath or
declaration by the applicant, applicant will be so
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filed under. "

,_-"-apphcatron Acopy of the ”Notrc ’ toFﬂ" fissi

~ MANU ALOFPATENTEXAMINING PROCEDURE

- notlfled if a correspondence address has been provrded ;

-and’ given a period of time wrthm whlch to flle the fee,

_ oath, or declaratron and to pay the surcharge as set forth- s
in § 1. 16(e) i’ order 1o prevent abandonment of the' e T

i

any any re-

~ sponse thereto submrtted to the Offlce If the’ requlred': e
filing - fee is not timely’ pard or if the processing and
 retention fee set forthin § 1 21(1) is: not pard within one

year of the date of marlmg of the notrfrcatron requrred by_ TR

this paragraph the applrcatlon will be drsposed of. No i

. copies will be prov1ded or certified by the Offrce of an
application which has been disposed of or in which

neither the required basic filing fee nor the processing
and retention fee has been paid. The notification
pursuant to this paragraph may pe made simultaneously
with any notification pursuant to paragraph (c) of this
section. If no correspondence address is included in the
application, applicant has two months from the filing
date to file the basic filing fee, oath or declaration and to
pay the surcharge as set forth in § 1.16(e) in order to
prevent abandonment of the application; or, if no basic
filing fee has been paid, one year from the filing date to
pay the processing and retention fee set forth in § 1.21(1)
to prevent disposal of the application.

(2) If a provisional application which has been
accorded a filing date pursuant to paragraph (b)(2) of
this section does not include the appropriate filing fee or
the cover sheet required by § 1.51(a)(2), applicant will be
so notified if a correspondence address has been
provided and given a period of time within which to file
the fee, cover sheet and to pay the surcharge as set forth
in § 1.16(1) in order to prevent abandonment of the
application. A copy of the ”Notice to File Missing Parts”
form mailed to applicant should accompany any re-
sponse thereto submitted to the Office. If the required
filing fee is not timely paid, the application will be
disposed of. No copies will be provided or certified by
the Office of an application which has been disposed of
or in which the required basic filing fee has not been
paid. The notification pursuant to this paragraph may be
made simultaneously with any notification pursuant to
paragraph (c) of this section. If no correspondence
address is included in the application, applicant has two
months from the filing date to file the basic filing fee,
cover sheet and to pay the surcharge as set forth in
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§ 1.16(1) in order to prevent abandonment of the
application.

(e)(1) An application for a patent filed under
paragraph (b)(1) of this section will not be placed upon
the files for examination until all its required parts,
complying with the rules relating thereto, are received,
except that certain minor informalities may be waived
subject to subsequent correction whenever required.

(2) A provisional application for a patent filed
under paragraph (b)(2) of this section will not be placed
upon the files for examination and will become aban-
doned no later than twelve months after its filing date
pursuant to 35 U.S.C. 111(b)(1).

(f) The filing date of an international application
designating the United States of America shall be
treated as the filing date in the United States of America
under PCT Article 11(3), except as provided in 35 U.S.C.
102(e).

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; paras.
(b} and (d), 49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984; para.
(c), 50 FR 31826, Aug. 6, 1985, effective Oct. 5, 1985; paras.
(c) and (d), 53 FR 47808, Nov. 28, 1988, effective Jan. 1, 1989;
paras. (b) and (c), 54 FR 47518, Nov. 15, 1989, effective Jan. 16,
1990; paras. (a)—(e) revised, 60 FR 20195, Apr. 25, 1995,
effective June 8, 1995]

§ 1.54 Parts of application to be filed together; filing
receipt.

(a) It is desirable that all parts of the complete
application be deposited in the Office together; otherwise a
letter must accompany each part, accurately and clearly
connecting it with the other parts of the application.
See § 1.53 with regard to completion of an application.

(b) Applicant will be informed of the application
serial number and filing date by a filing receipt.

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.55 Claim for foreign priority.

(a) An applicant in a nonprovisional application
may claim the benefit of the filing date of one cr more
prior foreign applications under the conditions specified
in 35 U.S.C. 119(a)—(d) and 172. The claim to priority
rieed be in no special form and may be made by the
attorney or agent if the foreign application is referred to
in the oath or declaration as required by § 1.63. The
claim for priority and the certified copy of the foreign
application specified in 35 U.S.C. 119(b) must be fifed in
the case of an interference (§ 1.630), when necessary to
overcome the date of a reference relied upon by the
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_ exammer, when spemfncally requu'ed by the -examiner,

and in all other cases, before the patent is granted Ifthe
claim for priority or the certified copy ¢ of the foreign
application is filed after the date the issue fee is paid, it
must be acwmpamed by a petition requestmg entry and

'by the fee set forth in § 1. 17(1) If the certified copy | filed

is not in the Enghsh language, a translatlon need not be

filed except in the ease of mterference, or when

necessary to overcome the date of a reference relied
upon by the examiner; or when specifically required by
the examiner, in which event an English language
translation must be filed together with a statement that
the translation of the certified copy is accurate. The
statement must be a verified statement if made by a
person not registered to practice before the Patent and
Trademark Office.

(b) An applicant in a nonprovisional application
may under certain circumstances claim priority on the
basis of one or more applications for an inventor’s
certificate in a country granting both inventor’s certifi-
cates and patents. To claim the right of priority on the
basis of an application for an inventor’s certificate in
such a country under 35 U.S.C. 119(d), the applicant
when submitting a claim for such right as specified in
paragraph (a) of this section, shall include an affidavit or
declaration. The affidavit or declaration must include a
specific statement that, upon an investigation, he or she
is satisfied that to the best of his or her knowledge, the
applicant, when filing the application for the inventor’s
certificate, had the option to file an application for
either a patent or an inventor’s certificate as to the
subject matter of the identified claim or claims forming
the basis for the claim of priority.

[para. (b),48 FR 41275, Sept. 17,1982, effective Oct. 1 1982;
48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; para. (b),
49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984; para. (a), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; para. (a), 54 FR
6893, Feb.15,1989,54 FR 9432, March 7, 1989, effective Apr. 17,
1989; para. (a}, 54 FR 47518, Nov. 15, 1989, effective Jan. 16,
1990; para. (a)revised, 58 FR 54504, Oct. 22,1993, effective Jan
3, 1994; revised, 60 FR 20195, Apr.25, 1995, effective June 8,
1995]

§ 1.56 Dty to disclose information matenal to
patentability.

(a) A patent by its very nature is affected with a
public interest, The public interest is best served, and the
most effective patent examination occurs when, at the
time an application is being examined, the Office is
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aware of and evaluates the teachlngs of all mformatron,' j(f" : : g

material to- patentabrhty Each_ individual associated -
with the fihng and prosecutron of a patent apphcatlonl;
has a duty of candor and good faith in dealmg_wrth the

Office, wlnch mcludes a' duty to disclose to thefofflce al e

at-lndrvxdual to b

1nformat10n known to.

patentabxhty as defmed in thrs sectron The duty to

disclose information exrsts with respect to each pendrngy-f;, o o-establis

claim until the claim is cancelled or withdrawn fromv;:"
consideration, or the apphcatron becomes abandoned :
Information material to the patentability of a claim that

is cancelled or withdrawn from consideration need not
be submitted if the information is not material to the
patentability of any claim remaining under consider-
ation in the application. There is no duty to submit
information which is not material to the patentability of
any existing claim. The duty to disclose all information
known to be material to patentability is deemed to be
satisfied if all information known to be material to
patentability of any claim issued in a patent was cited by
the Office or submitted to the Office in the manner
prescribed by §§ 1.97(b)—(d) and 1.98. However, no
patent will be granted on an application in connection
with which fraud on the Office was practiced or
attempted or the duty of disclosure was violated
through bad faith or intentional misconduct. The
Office encourages applicants to carefully examine:

(1) prior art cited in search reports of a foreign
patent office in a counterpart application, and

(2) the closest information over which individuals
associated with the filing or prosecution of a patent
application believe any pending claim patentably de-
fines, to make sure that any material information
contained therein is disclosed to the Office.

(b) Under this section, information is material to
patentability when it is not cumulative to information
already of record or being made of record in the
application, and

(1) It establishes, by itself or in combination with other
information, a prima facie case of unpatentability of a claim;
or

(2) It refutes, or is inconsistent with, a position the
applicant takes in:

(i) Opposing an argument of unpatentability re-
lied on by the Office, or

(ii) Asserting an argument of patentability.
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~ secution of a patent appllcatlon within the mea ng:of i'f_ '
,thrs sectron are . :

(1) Each mventor named in the’ appllcatron
(2 Each attorney or agent who prepares or prose— ‘

‘cutes the appllcatron, and

3) Every other person ‘who is substantlvely in-
volved in the preparatlon or prosecutron of the applica-
tion and who is associated wrth the inventor, with the-
assrgnee or with anyone to whom there isan oblrgatron to -
assign the application. :

(d) Individuals other than the attomey, agent or
inventor may comply, with this section by disclosing
information to the attorney, agent, or inventor.

[42 FR 5593, Jan. 28, 1977; paras. (d) & (e) — (i), 47 FR
21751, May 19, 1982, effective July 1, 1982; para. (c),48 FR 2710,
Jan. 20, 1983, effective Feb. 27, 1983; paras. (b) and (j), 49 FR
554, Jan. 4, 1984, effective Apr. 1, 1984; paras. (d) and (h),50FR
5171, Feb. 6, 1985, effective Mar. 8, 1985; para. (), 53 FR 47808,
Nov. 28, 1988, effective Jan. 1, 1989; 57 FR 2021, Jan. 17, 1992
effective Mar. 16, 1992]

§ 1.57 [Reserved]
[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983]

§ 158 Chemical and mathematical formulas and tables.

(a) The specification, including the claims, may
contain chemical and mathematical formulas, but shall
not contain drawings or flow diagrams. The description
portion of the specification may contain tables; claims
may contain tables either if necessary to conform to 35
U.S.C. 112 or if otherwise found to be desirable.

(b) All tables and chemical and mathematical
formulas in the specification, including claims, and
amendments thereto, must be on paper which is flexible,
strong, white, smooth, non—shiny, and durable in order
to permit use as camera copy when printing any patent
which may issue. A good grade of bond paper is
acceptable; watermarks should not be prominent. India
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ink or its equivalent, or solrd black typewrlter, should ,

be used to secure perfectly black solid fines.

(©) To facilitate camera copying when prmtmg,', _
the width of formulas and tables as presented should be
limited normally to'5 inches (12.7 cm. ) so that it may.
appear as a single column in the prmted patent. If it

is not possible to limit the width of a formula or table

to 5 inches (12.7 cm.), it is permissible to presentthe

formula or table with a maximum width of 10 3/4
inches (27.3 cm.) and to place it sideways on the
sheet. Typewritten characters used in such formulas

and tables must be from a block (nonscript) type font.

or lettering style having capital letters which are at
least 008 inch (21 mm.) high (e.g, elite type). Hand
lettering must be neat, clean, and have a minimum
character height of 0.08 inch (2.1 mm.). A space at
least 1/4 inch (6.4 mm.) high should be provided between
complex formulas and tables and the text. Tables should
have the lines and columns of data closely spaced to
conserve space, consistent with high degree of legibility.

{43 FR 20463, May 11, 1978]

§ 159 Papers of application with filing date not to be
returmed.

Papers in an application which has received a filing
date pursuant to § 1.53 will not be returned for any
purpose whatever. If applicants have not preserved
copies of the papers, the Office will furnish copies at the
usual cost of any application in which either the required
basic filing fee (§ 1.16) or, if the application was filed
under § 1.53(b)(1), the processing and retention fee
§ 1.21(1)) has been paid. See § 1.618 for return of
unauthorized and improper papers in interferences.

{48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR
554, Yan. 4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dec. 12,
1984,; 50 FR 23123, May 31, 1985, effective Feb. 11, 1985;
revised, 60 FR 20195, Apr. 25, 1995, effective June 8§, 1995]

§ 1.60 Continuation or divisional application for
invention disclosed in a prior nonprovisional
application.

(a) [RESERVED]

(b) An applicant may omit signing of the oath or
declaration in a continuation or divisional application
(filed under the conditions specified in 35 U.S.C.120 or
121 and § 1.78(a)) if:

(1) the prior application was a nonprovisional
application and a complete application as set forth in

§ 1.51(a)(1);
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(2 apphcant 1nd1cates that the appllcatlon is bemg:- -

filed pursuant to this section and files a true copy. of the o
_ prior complete apphcatlon as. f11ed mcludmg the specrfl- e

cation (with" clarms) drawmgs, ,oath -or

sshowing the signature or an mdxcatronw' was signec ;and Sy
‘any amendments referred to in the oath r declaratron. o

filed to complete the prlor applrcatlon, o -
(3) the mventors named: in. the ‘continuation or

-divisional apphcatron are the same or less than all the

inventors named in the' prior. applrcatlon and

(4) the application is filed before the patenting, or
abandonment of, or termination of pr_oceedmgs on the
prior application. The copy of the ‘prio'r application must
be accompanied by a statement that the application

papers filed are a true copy of the prior complete

application. Such statement must be by the applicant or
applicant’s attorney or agent and must be a verified
statement if made by a pers_o‘n not registered to practice
before the Patent and Trademark Office. Only amend-
ments reducing the number of claims or adding a
reference to the prior application (§ 1.78(a)) will be
entered before calculating the filing fee and granting the
filing date. If the continuation or divisional application is
filed by less than all the inventors named in the prior
application, a statement must accompany the applica-
tion when filed requesting deletion of the names of the
person or persons who are not inventors of the invention
being claimed in the continuation or divisional applica-
tion. Except as provided in paragraph (d) of this section,
if a true copy of the prior application as filed is not filed
with the application or if the statement that the
application papers are a true copy is omitted, the
application will not be given a filing date earlier than the
date upon which the copy and statement are filed, unless
a petition with the fee set forth in § 1.17(i) is filed which
satisfactorily explains the delay in filing these items.

(c) If an application filed pursuant to paragraph (b)
of this section is incomplete for reasons other than those
specified in paragraph (d) of this section, applicant will
be notified and given a time period within which to
complete the application in order to obtain a filing date
as of the date of filing the omitted item provided the
omitted item is filed before the patenting or abandon-
ment of or termination of proceedings on the prior
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§ 1.61

application. If the omission is not corrected within the
time period set, the application will be returned or

otherwise disposed of; the fee, if submitted, will be

refunded less the handling fee set forth in §1:21(n).

(d) If an application filed pursuant to paragraph

(b) of this section is otherwise complete, but does not
include the appropriate filing fee or a true copy of the
oath or declaration from the prior complete applica-
tion, showing the signature or an indication it was
signed, a filing date will be granted and applicant will
be so notified and given a period of time within which
to file the fee, or the true copy of the oath or
declaration and to pay the surcharge as set forth in
§ 1.16(e) in order to prevent abandonment of the
application. The notification pursuant to this para-
graph may be made simultaneously with any notifica-
tion pursuant to paragraph(c) of this section.

{48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR
554,Yan. 4,1984, effective Apr.1,1984; SOFR 9379, Mar.7,1985,
effective May 8, 1985; paras. (a), (b) and (c), 54 FR 47519, Nov.
15,1989, effective Jan. 16, 1990; paras. (b) and (c) revised, para.
(d) added, 57 FR 56446, Nov. 30, 1992, effective Jan. 4, 1993;
para. (b) revised, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995)

& 1.61 [Reserved]
(Editor’s note: Substance moved to § 1.494)
{52 FR 20046, May 28, 1987, effective July 1, 1987]

§ 1.62 File wrapper continuing procedure.

(a) A continuation, continuation—in—part, or divi-
sional application, which uses the specification, draw-
ings and oath or declaration from a prior nonprovisional
application which is complete as defined by § 1.51(a)(1),
and which is to be abandoned, may be filed under this
section before the payment of the issue fee, abandon-
ment of, or termination of proceedings on the prior
application, or after payment of the issue fee if a petition
under § 1.313(b)(5) is granted in the prior application.
The filing date of an application filed under this section
is the date on which a request is filed for an application
under this section including identification of the applica-
tion number and the names of the inventors named in the
prior complete application. If the continuation, continu-
ation—in—part, or divisional application is filed by less
than all the inventors named in the prior application a
statement must accompany the application when filed
requesting deletion of the names of the person or
persons who are not inventors of the invention being
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claimed in the contmuatlon contmuatmn 1n part or

~ divisional application.

(b) The filing fee fora contmuatlon, contmuatlon-—
in—part, or d1v1snonal apphcatlon under thls SCCthIl is’
based on the number of claims remammg in the

application after: éntry of any prelgmlvnlary ‘amendmentv o

and entry of any amendments under § 1.116 unentered in
the prior application which apphcant has requested to be
entered in the continuing application.

(c) Inthe case of a contlnuatlon—m—part apphca-
tion which adds and claims additional -disclosure by
amendment, an oath or declaration as required by
§ 1.63 must also be filed. In those situations where a
new oath or declaration is required due to additional
subject matter being claimed, additional inventors may be
named in the continuing application. In a continuation or
divisional application which discloses and claims only
subject matter disclosed in a prior application, no
additional oath or declaration is required and the applica-
tion must name as inventors the same or less than all
the inventors named in the prior application.

(d) If an application which has been accorded a
filing date pursuant to paragraph (a) of this section does not
include the appropriate basic filing fee pursuant to para-
graph (b) of this section, or an oath or declaration by the
applicant in the case of a continuation—in-—part
application pursuant to paragraph (c) of this section,
applicant will be so notified and given a period of time
within which to file the fee, oath, or declaration and to
pay the surcharge as set forth in § 1.16{e) in order to
prevent abandonment of the application. The notification
pursuant to this paragraph may be made simultaneously
with any notification of a defect pursuant to paragraph
(a) of this section.

(e) An application filed under this section will
utilize the file wrapper and contents of the prior
application to constitute the new continuation, continu-
ation—~in-part, or divisional application but will be
assigned a new application number. Changes to the prior
application must be made in the form of an amendment
to the prior application as it exists at the time of filing the
application under this section. No copy of the prior
application or new specification is required. The filing of
such a copy or specification will be considered improper,
and a filing date as of the date of deposit of the request
for an application under this section will not be granted
to the application unless a petition with the fee set forth
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in§ 1 17(1) is filed with i mstructlons to cancel the copy or
specification.

(f) The filing of an apphcanon under tlns section will be
construed to include a waiver of secrecy by the applicant
under 35 U.S.C. 122 to the extent that any member of
the public who is entitled under the provisions of

37 CFR 1.14 to access to, or information concerning either

the prior application or any continuing application filed
under the provisions of this section may be given similar
access to, or similar information concerning, the other
application(s) in the file wrapper.

(g) The filing of a request for a continuing applica-
tion under this section will be considered to be a request
to expressly abandon the prior application as of the filing
date granted the continuing application.

(h) The applicant is urged to furnish the following
information relating to the prior and continuing applica-
tions to the best of his or her ability:

(1) Title as originally filed and as last amended;

(2) Name of applicant as originally filed and as last
amended;

(3) Current correspondence address of applicant;

(4) Identification of prior foreign application and
any priority claim under 35 U.S.C. 119.

(5) The title of the invention and names of
applicants to be named in the continuing application.

(i) Envelopes containing only application papers
and fees for filing under this section should be marked
“Box FWC”.

(j) If any application filed under this section is
found to be improper, the applicant will be notified and
given a time period within which to correct the filing
error in order to obtain a filing date as of the date the
filing error is corrected provided the correction is made
before the payment of the issue fee, abandonment of, or
termination of proceedings on the prior application. If
the filing error is not corrected within the time period
set, the application will be returned or otherwise
disposed of; the fee, if submitted, will be refunded less
the handling fee set forth in §1.21(n).

[47 FR 47244, Oct. 25, 1982, added effective Feb. 27,
1983; 48 FR 2710, Jan. 20, 1983, effective date Feb. 27, 1983;
paras. (a) and (d), 49 FR 555, Jan. 4, 1984, effective Apr. 1,
1984; paras. (a), (c), and (h), SO0 FR 9380, Mar. 7, 1985,
effective May 8, 1985; paras. (e) and (j), 54 FR 47519, Nov. 15,
1989, effective Jan. 16, 1990; paras. (a) and (e) revised, 60 FR
20195, Apr. 25, 1995, effective June 8, 1995]
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OATH OR DECLARATION o
- § 163 Oath or declaratlon r
(a) An  oath or declaratlon filed under '

§1. 51(a)(1)(u) as a part of a nonprov1s1onal appllcatlon
must ]
(1) Be executed in accordance thh elther § L 66 or -
§1.68;
(2) Identlfy the spec1f1cat10n to whlch itis dlrected
(3) Identify each inventor and the re51dence and

- country of citizenship of each rmventor and

(4) State whether the inventor is a sole or joint
inventor of the invention claimed. -

(b) In addition to meeting the requirements of
paragraph (a), the oath or declaration must state that the
person making the oath or declaration:

(1) Has reviewed and understands the contents of
the specification, including the claims, as amended by
any amendment specifically referred to in the oath or
declaration;

(2) Believes the named inventor or inventors to be
the original and first inventor or inventors of the subject
matter which is claimed and for which a patent is sought;
and

(3) Acknowledges the duty to disclose to the Office
all information known to the person to be material to
patentability as defined in § 1.56.

(c) In addition to meeting the requirements of
paragraphs (a) and (b) of this section, the oath or
declaration in any application in which a claim for
foreign priority is made pursuant to § 1.55 must identify
the foreign application for patent or inventor’s certifi-
cate on which priority is claimed and any foreign
application having a filing date before that of the
application on which priority is claimed, by specifying
the application number, country, day, month, and year of
its filing,

(d) In any continuation—in—part application filed
under the conditions specified in 35 U.S.C. 120 which
discloses and claims subject matter in addition to that
disclosed in the prior copending application, the oath or
declaration must also state that the person making the
oath or declaration acknowledges the duty to disclose
to the Office all information known to the person to
be material to patentability as defined in § 1.56 which
became available between the filing date of the prior
application and the national or PCT international filing
date of the continuation—in~—part application.
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48 FR 4285, Jan. 31,1983; paras. (b)(3) and (d), 57 FR 2021,

Jan. 17,1992, effeetive Mar. 16, 1992; para. (a) irevised, 60 FR -

20195, Apr. 25, 1995, effective June §; 1995]

§ 1.64 Person making oath or declaration. . :

(a) The oath or declaration must be made by
all of the actual inventors except as provided for in
§§ 142, 1.43,0r 1.47.

(b) If the person making the oath or declaration -

is not the inventor (8§ 1.42, 1.43, or 1.47), the oath or
declaration shall state the relationship of the person
to the inventor and, upon information and belief, the
facts which the inventor is required to state.

[48 FR 2711, Jan. 20, 1983, added effective Feb. 27, 1983]

§ 1.66 Officers authorized to administer oaths.

(a) The oath or affirmation may be made before
any person within the United States authorized by law
to administer oaths. An oath made in a foreign
country may be made before any diplomatic or
consular officer of the United States authorized to
administer oaths, or before any officer having an
official seal and authorized to administer oaths in the
foreign country in which the applicant may be, whose
authority shall be proved by a certificate of a
diplomatic or consular officer of the United States, or
by an apostille of an official designated by a foreign
country which, by treaty or convention, accords like
effect to apostilles of designated officials in the United
States. The oath shall be attested in all cases in this
and other countries, by the proper official seal of the
officer before whom the oath or affirmation is made.
Such oath or affirmation shall be valid as to execution
if it complies with the laws of the State or country
where made. When the person before whom the oath
or affirmation is made in this country is not provided
with a seal, his official character shall be established by
competent evidence, as by a certificate from a clerk of
a court of record or other proper officer having a seal.

(b) When the oath is taken before an officer in a
country foreign to the United States, any accompanying
application papers, except the drawings, must be at-
tached together with the oath and a ribbon passed one or
more times through all the sheets of the application,
except the drawings, and the ends of said ribbon brought
together under the seal before the latter is affixed and
impressed, or each sheet must be impressed with the
official seal of the officer before whom the oath is taken.
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[48FR2711 Jan.20,1983, addedeffectlveFeb 27 1983; .

I the papers as flled are not properly nbboned or each .
~sheet tmpressed with the seal, the case will be accepted ‘
for examination, but before it is allowed, duplicate

papers, prepared -in compllance with the foregomg
sentence, mustbe filed. - =
[471 FR 41275 Sept 17, 1982 effectzve Oct. 1, 1982]

N § 1.67 Supplemental oath or declaratlon

- (a) A supplemental oathor declaratlon meeting the
requirements of § 1.63 may be requlred to be filed to
correct any deficiencies or inaccuracies present in an
earlier filed oath or declaration. -

(b) A supplemental oath or declaratlon meetmg the
requirements of § 1.63 must be filed when a claim is
presented for matter originally shown or described but
not substantially embraced in the statement of invention
or claims originally presented or when an oath or
declaration submitted in accordance with § 1.53(d)(1)
after the filing of the specification and any required
drawings specifically and improperly refers to an amend-
ment which includes new matter. No new matter may be
introduced into a nonprovisional application after its
filing date even if a supplemental oath or declaration is
filed. In proper cases, the oath or declaration here
required may be made on information and belief by an
applicant other than inventor.

{c) A supplemental oath or declaration meeting the
requirements of § 1.63 must also be filed if the application
was altered after the oath or declaration was signed or if the
oath or declaration was signed:

(1) In blank;

(2) Without review thereof by the person making
the oath or declaration; or

(3) Without review of the specification, including
the claims, as required by § 1.63(b)(1). '

[48 FR 2711, Jan. 20, 1983, effective Feb. 27, 1983; para. ()
added, 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992; para.
(b) revised, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995]

§ 1.68 Declaration in lieu of oath.

Any document to be filed in the Patent and
Trademark Office and which is required by any law,
rule, or other regulation to be under oath may be
subscribed to by a written declaration. Such declara-
tion may be used in lieu of the oath otherwise
required, if, and only if, the declarant is on the same
document, warned that willful false statements and
thc like are punishable by fine or imprisonment, or
both (18 U.S.C. 1001) and may jeopardize the
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validity of the appllcatlon or any patent issuing

thereon. The declarant must set forth in the body of
the declaration that all statements made of the declarant’s
own knowledge are true and that all statements made on

information and belief are believed to be true.
[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.69 Foreign language caths and declarations.
(a) Whenever an individual making an oath or
declaration cannot understand English, the oath or

declaration must be in a language that such individual

can understand and shall state that such individual
understands the content of any documents to which the
oath or declaration relates.

(b) Unless the text of any oath or declaration in a
language other than English is a form provided or
approved by the Patent and Trademark Office, it must be
accompanied by a verified English translation, except
that in the case of an oath or declaration filed under
§ 1.63 the translation may be filed in the Office no later
than two months from the date applicant is notified to
file the translation.

[42 FR 5594, Jan. 28, 1977; para. (b), 48 FR 2711, Jan. 20,
1983, effective Feb. 27, 1983]

§ L70 [Reserved]

(Editor’s note: Substance moved to § 1.497)
[52 FR 20046, May 28, 1987, effective July 1, 1987]

SPECIFICATION

§ 1.71 Detailed description and specification of the
invention.

(a) The specification must include a written de-
scription of the invention or discovery and of the manner
and process of making and using the same, and is
required to be in such full, clear, concise, and exact terms
as to enable any person skilled in the art or science to
which the invention or discovery appertains, or with
which it is most nearly connected, to make and use the
same.

(b) The specification must set forth the precise inven-
tion for which a patent is solicited, in such manner as to
distinguish it from other inventions and from what is old. It
must describe completely a specific embodiment of the
process, machine, manufacture, composition of matter or
improvement invented, and must explain the mode of
operation or principle whenever applicable. The best

R~-35

§172;

" mode contemplated by the mventor of carrymg out his ,

invention must be set forth. o
(c) Inthecase ofan 1mprovement the specification
must partlcularly pomt out the part or parts-of the

_ process, machine, - manufacture, or- compos1t10n of
- matter ‘to ‘which the 1mprovement relates, and the -

descnptlon should be confined to the. spec1f1c improve-
ment and to such parts as necessarily cooperate with it or

-“as may be necessary to a complete understandmg or

description of it.

(d) A copyright or mask work notice may be placed
in a design or utility patent application adjacent to
copyright and mask work material contained therein.
The notice may appear at any appropriate portion of the
patent application disclosure. For noiices in drawings,
see § 1.84(s). The content of the notice must be limited
to only those elements required by law. For example,
“©1983 John Doe”(17 U.S.C. 401) and “*M* John Doe”
(17 U.S.C. 909) would be properly limited and, under
current statutes, legally sufficient notices of copyright
and mask work, respectively. Inclusion of a copyright or
mask work notice will be permitted only if the authoriza-
tion language set forth in paragraph (e) of this section is
included at the beginning (preferably as the first
paragraph) of the specification.

(e) The authorization shall read as follows:

A portion of the disclosure of this patent document
contains material which is subject to {copyright or mask
work} protection. The {copyright or mask work} owner
has no objection to the facsimile reproduction by anyone
of the patent document or the patent disclosure, as it
appears in the Patent and Trademark Office patent file
or records, but otherwise reserves all {copyright or mask
work} rights whatsoever.

[paras. (d) and (e), 53 FR 47808, Nov. 28, 1988, effective
Jan. 1, 1989; para. (d), 58 FR 38719, July 20, 1993, effective Oct.
1, 1993]

§ 1.72 Title and abstract.

(a) The title of the invention, which should be as
short and specific as possible, should appear as a heading
on the first page of the specification, if it does not
otherwise appear at the beginning of the application.

(b) A brief abstract of the technical disclosure in the
specification must be set forth on a separate sheet,
preferably following the claims under the heading
“Abstract of the Disclosure”. The purpose of the abstract
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is to enable the:Patent and Trademark Office and the .

public generally to determine qulckly from a cursory
inspection the nature and gist of the technical disclosure.

The abstract shall not be used for mterpretmg the scope

of the claims.

[31 FR 12922, Oct. 4, 1666 43 FR 20464, May 11,1978]

§ 1.73 Summary of the invention.

A brief summary of the invention lndrcatmg its
nature and substance, which may include a statement of
the object of the invention, should precede the detailed
description. Such summary should, when set forth, be
commensurate with the invention as claimed and any
object recited should be that of the invention as
claimed.

& 1.74 Reference to drawings.

When there are drawings, there shall be a brief
description of the several views of the drawings, and the
detailed description of the invention shall refer to the
different views by specifying the numbers of the figures,
and to the different parts by use of reference letters or
numerals (preferably the latter).

§ 1.75 Claim(s).

(a) The specification must conclude with a claim
particularly pointing out and distinctly claiming the
subject matter which the applicant regards as his
invention or discovery.

(b) More than one claim may be presented
provided they differ substantially from each other and
are not unduly multiplied.

(c) One or more claims may be presented in
dependent form, referring back to and further limiting
another claim or claims in the same application. Any
dependent claim which refers to more than one other
claim (“multiple dependent claim™) shall refer to such
other claims in the alternative only. A multiple depen-
dent claim shall not serve as a basis for any other multiple
dependent claim. For fee calculation purposes under
& 1.16, a multiple dependent claim will be considered to
be that number of claims to which direct reference is
made therein, For fee calculation purposes, also, any
claim depending from a multiple dependent claim will be
considered to be that number of claims to which direct
reference is made in that multiple dependent claim. In
addition to the other filing fees, any original application
which is filed with, or is amended to include, multiple
dependent claims must have paid therein the fee set forth
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in § 1 16(d) Clalms in dependent form shall be construed :

“toinclude all the lrmltatrons of the claim mcorporated by'

reference into the dependent clarm A multrple depen- -
dent claim shall be construed to incorporate by reference

all: the limitations of each of the partrcular clanns m:,’
“relation to. whlch itis bemg consrdered S
(d)(l) The claim or clalms must conform to the

t the o
“the

invention as set forth in  the . remamder 0
specification and the terms and phrases use

clarms must find clear support or antecedent basis in°

the description so that the meanmg of the terms in the -
claims may be ascertainable by reference to the
description. (See § 1.58(a).) :

(2) See §§ 1.141 to 1.146 as to clanmng drfferent
inventions in one application.

(e) Where the nature of the case admlts asinthe
case of an improvement, any independent claim
should contain in the following order, (1) a preamble
comprising a general description of all the elements or
steps of the claimed combination which are conventional
or known, (2) a phrase such as “wherein the improve-
ment comprises,” and (3) those elements, steps, and/or
relationships which constitute that portion of the
claimed combination which the applicant considers as
the new or improved portion.

(f) If there are several claims, they shall be num-
bered consecutively in Arabic numerals.

(g) All dependent claims should be grouped togeth-
er with the claim or claims to which they refer to the
extent possible.

[31 FR 12922, Oct. 4, 1966; 36 FR 12690, July 3,1971; 37FR
21995, Oct. 18,1972; 43 FR 4015, Jan. 31, 1978; para. (c), 47FR
41276, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.77 Arrangement of application elements.
The elements of the application should appear in
the following order:

(a) Title of the invention; or an introductory
portion stating the name, citizenship, and residence of
the applicant, and the title of the invention may be used.

(b) (Reserved).

(c)(1)Cross—reference to related applications, if
any.

(2) Reference to a “microfiche appendix” if any.
(See § 1.96(b)). The total number of microfiche and
total number of frames should be specified.

(d) Brief summary of the invention.
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(e) Brief description of the several views of the
drawing, if there are drawings.

(f) Detailed description.

(g) Claim or claims.

(h) Abstract of the disclosure.

(i) Signed oath or declaratlon

(j) Drawings.

[43 FR 20464, May 11, 1978; 46 FR 2612, Jan. 12, 1981;
paras. (h) and (i), 48 FR 2712, Jan. 20, 1983, effective Feb. 27,
1983]

§ 1.78 Claiming benefit of earlier filing date and
cross references to other applications.

(a)(1) A nonprovisional application may claim an
invention disclosed in one or more prior filed copending
nonprovisional applications or international applica-
tions designating the United States of America. In order
for a nonprovisional application to claim the benefit of a
prior filed copending nonprovisional application or
international application designating the United States
of America, each prior application must name as an
inventor at least one inventor named in the later filed
nonprovisional application and disclose the named
inventor’s invention claimed in at least one claim of the
later filed nonprovisional application in the manner
provided by the first paragraph of 35 U.S.C. 112, In
addition, each prior application must be:

(i) complete as set forth in § 1.51(a)(1); or

(ii) entitled to a filing date as set forth in
§ 1.53(b)(1), § 1.60 or § 1.62 and include the basic filing
fee set forth in § 1.16; or

(iii) entitled to a filing date as set forth in
§ 1.53(b)(1) and have paid therein the processing and
retention fee set forth in § 1.21(1) within the time period
set forth in § 1.53(d)(1).

(2) Any nonprovisional application claiming the
benefit of one or more prior filed copending
nonprovisional applications or international applica-
tions desig- nating the United States of America must
contain or be amended to contain in the first sentence of
the specification following the title a reference to each
such prior application, identifying it by application
number (consisting of the series code and serial number)
or international application number and international
filing date and indicating the relationship of the applica-
tions. Cross—references to other related applications
may be made when appropriate. (See § 1.14(b)).
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?3) A nonprovnsnonal apphcatnon other than for a
desngn patent may claim an invention disclosed in one or
more prior filed copendmg _provisional appllcatlons .
Since a provisional apphcatlon can be pending. for no
more than twelve months, the last day of pendency may
occur on a Saturday, Sunday, or Federal holiday within
the District of Columbia which. for copendency would
require the nonprovisional application to be filed prior
to the Saturday, Sunday; or Federal holiday. Inorder for -
a nonprovisional application to claim the benefit of one
or more prior filed copending provisional applications,
each prior provisional application must name as an
inventor at least one inventor named in the later filed
nonprovisional application and disclose the named
inventor’s invention claimed in at least one claim of the
later filed nonprovisional application in the manner .
provided by the first paragraph of 35 U.S.C. 112. In
addition, each prior provisional application must be:

(i) complete as set forth in § 1.51(a)(2); or

(ii) entitled to a filing date as set forth in
§ 1.53(b)(2) and include the basic filing fee set forth in
§ 1.16(k).

(4) Any nonprovisional application claiming the
benefit of one or more prior filed copending provisional
applications must contain or be amended to contain in
the first sentence of the specification following the title a
reference to each such prior provisional application,
identifying it as a provisional application, and including
the provisional application number (consisting of series
code and serial number).

(b) Where two or more applications filed by the
same applicant contain conflicting claims, elimination of such
claims from all but one application may be required in
the absence of good and sufficient reason for their
retention during pendency in more than one application.

(c) Where two or more applications, or an applica-
tion and a patent naming different inventors and owned
by the same party contain conflicting claims, and there is
no statement of record indicating that the claimed
inventions were commonly owned or subject to an
obligation of assignment to the same person at the time
the later invention was made, the assignee may be called
upon to state whether the claimed inventions were
commonly owned or subject to an obligation of assign-
ment to the same person at the time the later invention
was made, and if not, indicate which named inventor is
the prior inventor. In addition to making said statement,
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the assignee may also explam whyan mterference should
or should not be declared.

(d) Where an application claims an invention which is
not patentably distinct from an invention claimed in a
commonly owned patent with the same or a different
inventive entity, a double patenting rejection will be made in
the application. An obviousness—type double patenting
rejection may be obviated by filing a terminal disclaimer in
accordance with § 1.321(b).

[36 FR 7312, Apr. 17, 1971; 49 FR 555, Jan. 4, 1984;
paras. (a), (c) & (d), 50 FR 9380, Mar. 7, 1985, effective May 8,
1985; 50 FR 11366, Mar. 21, 1985; para. (a) revised 58 FR
54504, Oct 22, 1993, effective Jan. 3, 1994; paras. (a)(1) and
(a)(2) revised and paras. (a)(3) and (a)(4) added, 60 FR 20195,
Apr. 25, 1995, effective June 8, 1995]

§ 179 Reservation clauses not permitted.

‘ A reservation for a future application of subject
matter disclosed but not claimed in a pending applica-
tion will not be permitted in the pending application, but
an application disclosing unclaimed subject matter may
contain a reference to a later filed application of the
same applicant or owned by a common assignee disclos-
ing and claiming that subject matter.

THE DRAWINGS

§ 181 Drawings required in patent application.

(a) The applicant for a patent is required to furnish a
drawing of his or her invention where necessary for the
understanding of the subject matter sought to be patented;
this drawing, or a high quality copy thereof, must be filed
with the application. Since corrections are the responsibility
of the applicant, the original drawing(s) should be retained
by the applicant for any necessary future correction.

(b) Drawings may include illustrations which facil-
itate an understanding of the invention (for example,
flowsheets in cases of processes, and diagrammatic
views).

(c) Whenever the nature of the subject matter
sought to be patented admits of illustration by a drawing
without its being necessary for the understanding of the
subject matter and the applicant has not furnished such a
drawing, the examiner will require its submission within a
time period of not less than two months from the
date of the sending of a notice thercof.

(d) Drawings submitted after the filing date of the ap-
plication may not be used to overcome any insuffi-
ciency of the specification due to lack of an enabl-
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ing disclosure or otherWise inadequate'diSclosure
therein, or to supplement the original disclosure
thereof for the purpose ¢ of 1nterpretatlon of the scope

of any claim. : B .

[43 FR 4015, Jan, 31, 1978 para. (a) 53 FR47809 Nov 28,
1988, effective: Jan. 1, 1989] ‘ '

§ 1.83 Contentofdrawmg . ‘ _
(a) The drawing in a nonprovisional appllcatlon

must show every feature of the invention specified in the

claims. However, conventional features disclosed in the .

- description and claims, where their detailed illustration

is not essential for a proper understanding of the
invention, should be illustrated in the drawing in the
form of a graphical drawing symbol or a labeled
representation (e.g., a labeled rectangular box).

(b) When the invention consists of an improve-
ment on an old machine the drawing must when
possible exhibit, in one or more views, the improved
portion itself, disconnected from the old structure, and also
in another view, so much only of the old structure as will
suffice to show the connection of the invention
therewith.

(c) Where the drawings in a nonprovisional application
do not comply with the requirements of paragraphs (a)
and (b) of this section, the examiner shall require such
additional illustration within a time period of not less
than two months from the date of the sending of a notice
thereof. Such corrections are subject to the require-
ments of § 1.81(d).

[31 FR 12923, Oct. 4,1966; 43 FR 4015, Jan. 31, 1978; paras.
(a) and (c) revised, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995]

§ 1.84 Standards for drawings.

(a) Drawings. There are two acceptable categories
for presenting drawings in utility patent applications:

(1) Black ink. Black and white drawings are normal-
ly required. India ink, or its equivalent that secures solid
black lines, must be used for drawings, or

(2) Color, On rare occasions, color drawings may be
necessary as the only practical medium by which to
disclose the subject matter sought to be patented in a
utility patent application or the subject matter of a
statutory invention registration. The Patent and Trademark
Office will accept color drawings in utility patent applica-
tions and statutory invention registrations only after
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grantmg a petltron ﬁled under thlS paragraph explalmng
why the color drawings are necessary Any such petltlon;; . ._‘,;

- must include the following; -
(i) The approprlate fee set forth m §1. 17(h)
- (i) Three 3) sets of color drawmgs, and .

(111) The: spemflcatlon must.contain the followmg':
language as the first paragraph in: that portion of the ;
specnflcatlon relatmg to. the brlef descrrptlon of thet o

drawing:

“The file of this patent contains at least one drawing'" ,

executed in color. Copies of this patent with color draw-

ing(s) will be provided by the Patent and Trademark Office

upon request and payment of the necessary fee.”

If the language is not in the specification, a proposed

amendmerit to insert the language must accoimpany the
petition.

(b) Photographs.

(1) Black and white. Photographs are not ordinarily
permitted in utility and design patent applications.
However, the Office will accept photographs in utility
and design patent applications only after granting a
petition filed under this paragraph which requests that
photographs be accepted. Any such petition must
include the following:

(i) The appropriate fee set forth in § 1.17(h); and

(ii) Three (3) sets of photographs.

Photographs must either be developed on double
weight photographic paper or be permanently mounted
on Bristol board. The photographs must be of sufficient
quality so that all details in the drawing are reproducible
in the printed patent.

(2) Color. Color photographs will be accepted in
utility patent applications if the conditions for accepting
color drawings have been satisfied. See paragraph (a)(2)
of this sectxon

(c) Identifica awings. Identifying indicia, if
provided, should mclude the appllcatlon number or the
title of the invention, inventor’s name, docket number (if
any), and the name and telephone number of a person
to call if the Office is unable to match the drawings to the
proper application. This information should be placed
on the back of each sheet of drawings a minimum
distance of 1.5 cm. (5/8 inch) down from the top of the
page.

(d) Graphic forms in drawings. Chemical or mathemati-
cal formulae, tables, and waveforms may be submitted as
drawings and are subject to the same requirements as
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must: be niade on paper whlch is. ﬂexlble, strong,'whlte,.-; ‘

smooth, nonshmy, and durable All sheets must be free Lo

from  cracks, creases, and folds. Only one srde of the'""
sheet shall be used for the drawmg Each sheet must be
reasonably free from erasures and must be free from:
alterations, overwritings, and mterlmeatlons Photographs
must either be developed on double. welght photograph- :
ic paper or be permanently mounted.on Bristol board.
See paragraph (b) of this section for other requlrements ‘
for photographs.

(f) Size of paper. All drawmg sheets in an-applica-
tion must be the same size. One of the shorter sides of
the sheet
is regarded as its top. The size of the sheets on which
drawings are made must be:

(1) 21.6 cm. by 35.6 cm. (8 1/2 by 14 inches),
(2) 21.6 cm. by 33.1 cm. (8 1/2 by 13 inches),
(3)21.6 cm. by 27.9 cm. (8 1/2 by 11 inches), or
(4) 21.0 cm. by 29.7 cm. (DIN size A4).

(g) Margins. The sheets must not contain frames
around the sight; i.e., the usable surface. The following
margins are required:

(1) On 21.6 cm. by 35.6 cm. (8 1/2 by 14 inch)
drawing sheets, each sheet must include a top margin of
5.1 cm. (2 inches), and bottom and side margins of .64
cm. (1/4 inch) from the edges, thereby leaving a sight no
greater than 20.3 cm. by 29.8 cm. (8 by 11 3/4 inches).

(2) On 21.6 cm. by 33.1 cm. (8 1/2 by 13 inch)
drawing sheets, each sheet must include a top margin of
2.5 cm. (1 inch) and bottom and side margins of .64 cm.
(1/4 inch) from the edges, thereby leaving a sight no
greater than 20.3 cm. by 29.8 cm. (8 by 11 3/4 inches).

(3)On 21.6 cm. by 27.9 cm. (8 1/2 by 11 inch)
drawing sheets, each sheet must include a top margin
of 2.5 cm. (1 inch) and bottom and side margins of .64
cm. (1/4 inch) from the edges, thereby leaving a sight
no greater than 20.3 cm. by 24.8 cm. (8 by 9 3/4
inches).

Rev. 2, July 1996




MANUAL OF PATENTEXAMINING PROCEDURE

§ 1.84

4) On 21.0 cm. by 29.7 cm. (DIN s1ze A4) draw1ng"
sheets, each sheet must include a top margin of at least -~

2.5 cm., a left side margln of 2.5cm., a right side margin

of 1.5 cm., and a bottom margin of 1.0 cm., thereby,.;‘

leaving a sight no greater than 17.0 cm. by 26.2 cm. -
(h) Views. The drawing must contain as many views as

necessary to show the invention. The views may be plan, -

elevation, section, or perspective views. Detail views. of

portions of elements, on a larger scale if necessary, may

also be used. All views of the drawing must be grouped
together and arranged on the sheet(s) without wasting

space, preferably in an upright position, clearly separated

from one another, and must not be included in the sheets
containing the specifications, claims, or abstract. Views
must not be connected by projection lines and must not
contain center lines. Waveforms of electrical signals may be
connected by dashed lines to show the relative timing of the
waveforms.

(1) Exploded views. Exploded views, with the
separated parts embraced by a bracket, to show the
relationship or order of assembly of various parts are
permissible. When an exploded view is shown in a figure
which is on the same sheet as another figure, the
exploded view should be placed in brackets.

(2) Partial views. When necessary, a view of a large
machine or device in its entirety may be broken into
partial views on a single sheet, or extended over several
sheets if there is no loss in facility of understanding the
view. Partial views drawn on separate sheets must always
be capable of being linked edge to edge so that no partial
view contains parts of another partial view. A smaller
scale view should be included showing the whole formed
by the partial views and indicating the positions of the
parts shown. When a portion of a view is enlarged for
magnification purposes, the view and the enlarged view
must each be labeled as separate views.

(i) Where views on two or more sheets form, in
effect, a single complete view, the views on the several
sheets must be so arranged that the complete figure can
be assembled without concealing any part of any of the
views appearing on the various sheets.

(ii) A very long view may be divided into several
parts placed one above the other on a single sheet.
However, the relationship between the different parts
must be clear and unambiguous.

(3) Sectional views. The plane upon which a sec-
tional view is taken should be indicated on the view from
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’,‘Wthh the section is cut by a broken line. The ends of the
broken line should be desngnated by . Arablc or Roman_
numerals correspondlng to the v1ew ‘number of the

sectional view, and should have arrows to. mdlcate,,

:the dlrectlon of sight. Hatchmg must be used. tor" '
1nd1cate section portions'of an’ ob]ect and must be =

made. by regu]arly spaced obhque parallel lines spaced-

' sufflclently apart to enable the lines to be' dlStll‘lglllShed :
without difficulty. Hatchmg should not impede theclear .

reading of the reference characters and lead lines. Ifit is
not poss1ble io place reference characters outside the
hatched area, the hatching may be broken off wherever
reference characters are inserted. Hatching must be at a
substantial angle to the surrounding axes or principal

-lines, preferably 45°. A cross section must be set out and

drawn to show all of the materials as they are shown in
the view from which the cross section was taken. The
parts in cross section must show proper material(s) by
hatching with regularly spaced parallel oblique strokes,
the space between strokes being chosen on the basis of
the total area to be hatched. The various parts of a cross
section of the same item should be hatched in the same
manner and should accurately and graphically indicate
the nature of the material(s) that is illustrated in cross
section. The hatching of juxtaposed different elements
must be angled in a different way. In the case of large
areas, hatching may be confined to an edging drawn
around the entire inside of the outline of the area to be
hatched. Different types of hatching should have differ-
ent conventional meanings as regards the nature of a
material seen in cross section.

(4) Alternate position. A moved position may be
shown by a broken line superimposed upon a suitable
view if this can be done without crowding; otherwise,
a separate view must be used for this purpose.

(5) Modified forms. Modified forms of construc-
tion must be shown in separate views.

(i) Aitapgement of views. One view must not be
placed upon another or w1thm the outline of another. All
views on the same sheet should stand in the same
direction and, if possible, stand so that they can be read
with the sheet held in an upright position. If views wider
than the width of the sheet are necessary for the clearest
illustration of the invention, the sheet may be turned on
its side so that the top of the sheet, with the appropriate
top margin to be used as the heading space, is on the
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right—hand srde Words must appear in a honzontal .
left—to—right fashion when the page is either uprrght
or turned so that the top becomes the right s1de,‘
- except for graphs utrhzrng standard scientific conven-

tion to denote the axis of abscissas (of X) and the‘ b

- axis of ordinates (of Y).

()] YJMLQM&LQQEIL@ One of the views

should be suitable for publication in the Oﬂiczal Gazette

asthe 1llustrat10n of the mventron
(k) Scale. .

(1) The scale to which a drawing is made must be

large enough to show the mechanism without crowding.

when the drawing is reduced in size to two—thirds in
reproduction. Views of portions of the mechanism on a
larger scale should be used when necessary to show
details clearly. Two or more sheets may be used if one
does not give sufficient room. The number of sheets
should be kept to a minimum.

(2) When approved by the examiner, the scale of the
drawing may be graphically represented. Indications such
as “actual size” or “scale 1/2” on the drawings, are not
permitted, since these lose their meaning with reproduc-
tion in a different format.

(3) Elements of the same view must be in propor-
tion to each other, unless a difference in proportion is
indispensable for the clarity of the view. Instead of
showing elements in different proportion, a supplemen-
tary view may be added giving a larger—scale illustration
of the element of the initial view. The enlarged element
shown in the second view should be surrounded by a
finely drawn or “dot—dash” circle in the first view
indicating its location wrthout obscuring the view.

(1) Characte 168 3¢ cLters
drawings must be made by a process whrch wrll give them
satisfactory reproduction characteristics. Every line,
number, and letter must be durable, clean, black (except
for color drawings), sufficiently dense and dark, and
uniformly thick and well—defined. The weight of all lines
and letters must be heavy enough to permit adequate
reproduction. This requirement applies to all lines
however fine, to shading, and to lines representing cut
surfaces in sectional views. Lines and strokes of different
thicknesses may be used in the same drawing where
different thicknesses have a different meaning,.

(m) Shading. The use of shading in views is encour-
aged if it aids in understanding the invention and if it
does not reduce legibility. Shading is used to indicate the
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surface or shape of spherlcal cylmdrrcal and comcal:‘~ ,

“ elements of an object. Flat parts may also be lrghtlyp .

shaded. Such shading i is preferred in the case of parts D |

, shown in’ perspectlve, but not: 'for:’_ cross ,_sectrons See

paragraph (h)(3) of this section. ,Spaced !

- are preferred. These ]mes must be thin, as few i m number L
as practicable, and they | must contrast with the rest of the .~

- drawings. As a substltute for shadmg, heavy lines on the

shade s1de of: objects can be used except where- they e

o superrmpose on each other or obscure reference charac-; R

ters. Lrght should come from the upper left corner at an
angle of 45°, Surface delineations should preferably be
shown by proper shading. Solid black shading areas are
not permitted, except when used to represent bar graphs

or color.

(n) Symbols. =Graphical drawing symbols may be
used for conventional elements when appropriate. The
elements for which such symbols and labeled representa-
tions are used must be adequately identified in the
specification. Known devices should be illustrated by symbols
which have a universally recognized conventional mean-
ing and are generally accepted in the art. Other symbols
which are not universally recognized may be used, subject
to approval by the Office, if they are not iikely to be
confused with existing conventional symbols, and if they
are readily identifiable.

(o) Legends. Suitable descriptive legends may be
used, or may be required by the Examiner, where necessary
for understanding of the drawing, subject to approval by
the Office. They should contain as few words as possible.

(p) Numbers, letters, and reference characters.

(1) Reference characters (numerals are preferred),
sheet numbers, and view numbers must be plain and
legible, and must not be used in association with brackets
or inverted commas, or enclosed within outlines, e.g.,
encircled. They must be oriented in the same direction as
the view so as to avoid having to rotate the sheet.
Reference characters should be arranged to follow the
profile of the object depicted.

(2) The English alphabet must be used for letters,
except where another alphabet is customarily used, such
as the Greek alphabet to indicate angles, wavelengths,
and mathematical formulas.

(3) Numbers, letters, and reference characters must
measure at least .32 cm. (1/8 inch) in height. They
should not be placed in the drawing so as to interfere
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§ 1.84

with its comprehension. Therefore, they should not cross

or mingle with the lines. They should not be placed -
upon hatched or shaded surfaces. When necessary; such as .
indicating a surface or cross section, a reference character
may be underlined and ablank space may be leftin the -
hatching or shading where the characteroccurs so that - of , o
~of drawings should be numbered in consecutrve'%Arabrc -
”numera]s startmg w1th 1, wrthm the sight as defined in e
paragraph (g) of this section. These numbers, if prwent,?"jf
must be placed i in the middle of the top of the sheet,

but not in the margm The numbers can be placed on

it appears distinct.

(4) The same part of an invention appearmg in

more than one view of the drawing must always be
designated by the same reference character, and the
same reference character must never be usad to desig-
nate different parts.

(5) Reference characters not mentioned in the
description shall not appear in the drawings. Refer-
ence characters mentioned in the description must
appear in the drawings.

(q) Lead lines. Lead lines are those lines between
the reference characters and the details referred to. Such
lines may be straight or curved and should be as short as
possible. They must originate in the immediate proximi-
ty of the reference character and extend to the feature
indicated. Lead lines must not cross each other. Lead
lines are required for each reference character except for
those which indicate the surface or cross section on
which they are placed. Such a reference character must
be underlined to make it clear that a lead line has not
been left out by mistake. Lead lines must be executed in
the same way as lines in the drawing. See paragraph (1) of
this section.

(r) Arrows. Arrows may be used at the ends of
lines, provided that their meaning is clear, as follows:

(1) On a lead line, a freestanding arrow to indicate
the entire section towards which it points;

(2) On a lead line, an arrow touching a line to
indicate the surface shown by the line looking along the
direction of the arrow; or

(G To show the direction of movement.

Op o | f fice. A copyright or
mask work notrce may appear in the drawmg, but must be
placed within the sight of the drawing immediately below
the figure representing the copyright or mask work
material and be limited to letters having a print size of
.32 cm. to .64 cm. (1/8 to 1/4 inches) high. The content of
the notice must be limited to only those clements
provided for by law. For example, “ ©1983 John Doe” (17
U.S.C.401) and “*M* John Doe” (17 U.S.C. 909) would
be properly limited and, under current statutes, legally
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- sufficient notices of copyright and mask work, respec- -
- tively. Inclusron of a copyright or mask work notice will
.be permrtted only 1f the authorrzatron language set forth T
in § 1.71(e) is mcluded at the begmmng (preferably as
the first- paragraph) of the specrflcatlon S ey

() Numbering

the right—hand side if the drawmg extends too close to

‘the middle of the top edge of the usable surface, The

drawing sheet numbering must be clear-and larger than the
numbers used as reference characters to avoid confu-
sion. The number of each sheet should be ‘shown by
two Arabic numerals placed on either side of an oblique
line, with the first being the sheet number and the second
being the total number of sheets of drawings, with no
other marking.

(u) Numbering of views.

(1) The different views must be numbered in
consecutive Arabic numerals, starting with 1, indepen-
dent of the numbering of the sheets and, if possible, in
the order in which they appear on the drawing sheet(s).
Partial views intended to form one complete view, on one
or several sheets, must be identified by the same number
followed by a capital letter. View numbers must be
preceded by the abbreviation “FIG.” Where only a
single view is used in an application to illustrate the
claimed invention, it must not be numbered and the
abbreviation “FIG.” must not appear.

(2) Numbers and letters identifying the views must
be simple and clear and must not be used in association
with brackets, circles, or inverted commas. The view numbers
must be larger than the numbers used for reference
characters. ‘
3ecy arkings. Authorized security mark-
ings may be placed on the drawings provided they are
outside the sight, preferably centered in the top margin.

(w) Corrections. Any corrections on drawings sub-
mitted to the Office must be durable and permanent.

(x) Holes. The drawing sheets may be provided with
two holes in the top margin. The holes should be equally
spaced from the respective side edges, and their center
lines should be spaced 7.0 cm. (2 3/4 inches) apart.
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(See § 1.152 ‘forldcsighy ‘d‘r'awings, § 1.165 for plant
drawings, and § 1.174 for reissue drawings.)
{24 FR 10332, Dec. 22 1959; 31 FR 12923, Oct. 4, 1966; 36

FR 9775, May 28, 1971; 43 FR 20464, May 11, 1978 45 FR -

73657, Nov. 6,1980; paras. (a), (b), (i), (i), and (1) amended
paras. (n), (0), and (p) added, 53 FR 47809, Nov. 28,1988,
effective Jan. 1, 1989; revised, 58 FR 38719, July 20, 1993,
effective Oct. 1, 1993]

§ 1.85 Corrections to drawings.

(a) The requirements of § 1.84 relating to drawings -

will be strictly enforced. A drawing not executed in
conformity thereto, if suitable for reproduction, may be
admitted for examination but in such case a new drawing
must be furnished.

(b) The Patent and Trademark Office will not
release drawings in applications having a filing date after
January 1, 1989, or any drawings from any applications
after January 1, 1991, for purposes of correction. If
corrections are necessary, new corrected drawings must
be submitted within the time set by the Office.

(¢) When corrected drawings are required to be sub-
mitted at the time of allowance, the applicant is required
to submit acceptable drawings within three months from
the mailing of the “Notice of Allowability.” Within that
three—month period, two weeks should be allowed for
review of the drawings by the Drafting Branch. If the
Office finds that correction is necessary, the applicant must
submit a new corrected drawing to the Office within the
original three—month period.to avoid the necessity of
obtaining an extension of time and paying the extension
fee. Therefore, the applicant should file corrected drawings
as soon as possible following the receipt of the Notice of
Allowability. The provisions with respect to obtaining an
extension of time relates only to the late filing of corrected
drawings. The time limit for payment of the issue fee is a
fixed three—month period which cannot be extended as set
forth in 35 US.C. 151.

(47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982 53 FR
47310, Nov. 28, 1988, effective Jan. 1, 1989]

§ 188 [Removed and Reserved]
[Deleted, 58 FR 38719, July 20, 1993, effective Oct. 1, 1993]

MODELS, EXHIBITS, SPECIMENS

§ 191 Models not generally required as part of
application or patent.

Models were once required in all cases admitting a

model, as a part of the application, and these models became
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~adrmttcd unless spemﬁml]y mlled for =
8§ 192 Modelorexhibltmaybereqmred

invention without the aid of a- model)"'and wﬂl not be

A model, working model or.other physxcal exhxbnt ‘may
be required if deemed necessary for any purpose on
examination of the applmnon '

§ 193 Specimens. , :
When the invention relates to a composmon of matter,
the applicant may be required to furnish specimens of the
composition, or of its ingredients or intermediates, for the

purpose of inspection or experiment.

§ 1.94 Return of models, exhibits or specimens.

Models, exhibits, or specimens in applications which
have become abandoned, and also in other applications on
conclusion of the prosecution, may be returned to the ap-
plicant upon demand and at his expense, unless it is
deemed necessary that they be preserved in the Office.
Such physical exhibits in contested cases may be returned
to the parties at their expense. If not claimed within a
reasonable time, they may be disposed of at the discretion
of the Commissioner.

§ 1.95 Coples of exhibits. ,

Copies of models or other physical exhibits will not
ordinarily be furnished by the Office, and any model or
exhibit in an application or patent shall not be taken
from the Office except in the custody of an employee of
the Office specially authorized by the Commissioner.

§ 1.96 Submission of computer program listings.

Descriptions of the operation and general content of
computer program listings should appear in the description
portion of the specification A computer program listing for
the purpose of these rules is defined as a printout that lists in
appropriate sequence the instructions, routines, and
other contents of a program for a computer. The
program listing may be either in machine or machine~
independent (object or source) language which will cause a
computer to perform a desired procedure or task such
as solve a problem, regulate the flow of work in a
computer, or control or monitor events. Computer
program listings may be submitted in patent applica-
tions in the following forms:
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, o - § .96 |
e apaxtofthcrccordofthe patcnt. Suchnwdelsarenolongerf E
- genenally required (the description of the invention in the

: specxﬁmtnon, and the drawmgs, must be sufﬁcxently full and
'oomplete, and mpable of being understood 1o disclose the



§ 1.96

(a) Material which will be printed in the patent. If the
computer program listing is contained on 10 printout
pages or less, it must be submitted either as
drawings or as part of the specification.

(1) Drawings. The listing may be submitted in the
manner and complying with the requirements for drawings
as provided in § 1.84. At least one figure numeral is
required on each sheet of drawing.

(2) Specification. (i) The listing may be submitted
as part of the specification in accordance with the
provisions of § 1.52, at the end of the description but
before the claims.

(ii) The listing may be submitted as part of the
specification in the form of computer printout sheets
(commonly 14 by 11 inches in size) for use as “camera
ready copy” when a patent is subsequently printed. Such
computer printout sheets must be original copies from
the computer with dark solid black letters not less than
0.21 cm high, on white, unshaded and unlined paper, the
printing on each sheet must be limited to an area 9
inches high by 13 inches wide, and the sheets should be
submitted in a protective cover. When printed in patents,
such computer printout sheets will appear at the end of
the description but before the claims and will usually be
reduced about 1/2 in size with two printout sheets being
printed as one patent specification page. Any amend-
ments must be made by way of submission of a substitute
sheet if the copy is to be used for camera ready copy.

(b) As an appendix which will not be printed. 1f a
computer program listing printout is 11 or more
pages long, applicants may submit such listing in the
form of microfiche, referred to in the specification (see
§ 1.77(c)2)). Such microfiche filed with a patent
application is to be referred to as a “microfiche
appendix.” The “microfiche appendix” will not be part of
the printed patent. Reference in the application to the
“microfiche appendix” should be made at the beginning
of the specification at the location indicated in
§ 1.77(c)(2). Any amendments thereto must be made by
way of revised microfiche. All computer program listings
submitted on paper will be printed as part of the patent.

(1) Availability of appendix. Such computer program
listings on microfiche will be available to the public for in-
spection, and microfiche copies thereof will be available
for purchase with the file wrapper and contents, after a
patent based on such application is granted or the
application is otherwise made publicly available.
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(2) Submission requirements. Computer—gener-
ated information submitted as an appendix to an
application for patent shall be in the form of microfiche
in accordance with the standards set forth in the following
American National Standards Institute (ANSI) or National
Micrographics Association (NMA) standards (Note: As
new editions of these standards are published, the latest
shall apply): ‘ -

ANSI PH 1.28-1976~Specifications for Photographic

Film for Archival records, Silver—Gelatin Type, on

Cellulose Ester Base. .

ANSI PH 1.41-1976 Specifications for Photographic

Film for Archival Records, Silver—Gelatin Type, on

Polyester Base.

NMA-MSI (1971) Quality Standards for Computer

Output Microfilm.

ANSI/NMA MS2 (1978) Format and Coding Standards

for Computer Output Microfilm.

NMA MS5 (ANSI PH 59-1975) Microfiche of

Documents.

ANSI PH 2.19 (1959)-Diffuse Transmission Density.
except as modified or clarified below:

(i) Either Computer—Qutput—Microfilm (COM)
output or copies of photographed paper copy may be
submitted. In the former case, NMA standards MS1
and MS2 apply; in the latter case, standard MS5
applies.

(ii) Film submitted shall be first generation (camera
film) negative appearing microfiche (with emuision on
the back side of the film when viewed with the images
right reading).

(iii) Reduction ratic of microfiche submitted
should be 24:1 or a similar ratio where variation from
said ratio is required in order to fit the documents
into the image area of the microfiche format used.

(iv) Film submitted shall have a thickness of at least
.005 inches (0.13 mm) and not more than .009 inches
(0.23 mm) for either cellulose acetate base or polyester
base type. :

(v) Both microfiche formats Al (98 frames, 14
columns x 7 rows) and A3 (63 frames, 9 columns x 7 rows)
which are described in NMA standard MS2 (Alisalso
described in MS5) are acceptable for use in preparation of
microfiche submitted.

(vi) At least the left—most 1/3 (50 mm x 12 mm) of
the header or title area of each microfiche submitted shall
be clear or positive appearing so that the Patent and
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Trademark Office can apply serial number and filing date

thereto in an eye—readable form. The middle portion of
the header shall be used by applmnt to. apply an

eye—readable application -identification such as the title
and/or the first inventor’s name. The attorney’s docket
number may be included. The final right—hand

portion of the microfiche shall contain sequence in-
formation for the microfiche, such as 1 of 4, 2 of 4, etc.

(vii) Additional requirements which apply specifi-

cally to microfiche of filmed paper copy:

(A) The first frame of each microfiche submitted
shall contain a standard test target which contains five
NBS Microcopy Resolution Test Charts (No. 1010A),
one in the center and one in each corner. See
illustration on page 2 of NMA Recommended Practice
MS104, Inspection and Quality Control of First Gener-
ation Silver Halide Microfilm. See also paragraph 7 of
NMA-MSS5.

(B) The second frame of each microfiche submitted
must contain a fully descriptive title and the inventor’s
name as filed.

(C) The pages or lines appearing on the mrcroﬁche
frames should be consecutively numbered.

(D) Pagination of the microfiche frames shall be
from left to right and from top to bottom.

(E) At a reduction of 24:1 resolution of the original
microfilm shall be at least 120 lines per mm (5.0 target) so
that reproduction copies may be expected to comply with
provisions of paragraph 7.1.4 of NMA Standard MSS.

(F) Background density of negative appearing cam-
era master microfiche of filmed paper documents shall
be within the range of 0.9 to 1.2 and line density should
be no greater than 0.08. the density shall be visual diffuse
than 0.08. The density shall be visual diffuse density as
measured using the method described in ANSI
Standard FH 2.19.

(G) An index, when included, should appear in the
last frame (lower right hand corner when data is
right—reading) of each microfiche. See NMA~MSS,
paragraph 6.6.

(viii) Microfiche generated by Computer Output
Microfiim (COM).

(A) Background density of negative—appearing
COM~generated camera master microfiche shall be
within the range of 1.5 t0 2.0 and line density should be
no greater than 0.2. The density shall be visual diffuse
density as described in ANSI PH2.19.
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(B) The frrst frame of each mrcroﬁche subnutted .

should contam a resolutlon test frame in conformancc R
- with NMA standard MS1. - '

(C) The second frame of each rmcroﬁche subrmtted :
must contain a fully descrlptnve tltle and the mventor s

- name as: filed. .

(D) The pages or lmes appearmg on the mrcrofrche

frames should be consecutwely numbered

(E) It is preferred that pagmatlon of the mlcroflche ,
frames be from left to right and top to: bottom but- the -
alternative, i.c., from top to bottom and from left to
right, is also acceptable:

(F) Anindex, when included, should appear on the
last frame (lower right hand corner when data is right
reading) of each microfiche.

(G) Amendment of microfiche must be made by way
of replacement microfiche.

[46 FR 2612, Jan. 12, 1981, para. (b)(1), 54 FR 47519, Nov.
15, 1989, effective Jan. 16, 1990] .

INFORMATION DISCLOSURE STATEMENT

§ 1.97 Filing of information disclosure statement.

(a) In order to have information considered by the
Office during the pendency of a patent application, an
information disclosure statement in compliance with
§ 1.98 should be filed in accordance with this section.

(b) An information disclosure statement shall be
considered by the Office if filed:

(1) Within three months of the filing date of a
national application;

(2) Within three months of the date of entry of the
national stage as set forth in § 1.491 in an international
application; or

(3) Before the mailing date of a first Office
action on the merits,

whichever event occurs last.

(¢) An information disclosure statement shall be
considered by the Office if filed after the period
specified in paragraph (b) of this section, but before the
mailing date of either:

(1) A final action under § 1.113 or

(2) A notice of allowance under § 1.311,

whichever occurs first, provided the statement is
accompanied by either a certification as specified in
paragraph (e) of this section or the fee set forth in

§ 1.17(p).
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(d) An information disclosure statement shall be
considered by the Office if filed after the mailing date of
either a final action under § 1.113 or a notice of
allowance under § 1.311, whichever occurs first, but
before payment of the issue fee, provided the. statement
is accompanied by: '

(1) A certification as specified in paragraph (e) of
this section; ‘ :

YA petmon requesting consideration of the
information disclosure statement; and

(3) The petition fee set forth in § 1.17(i).

(e) A certification under this section must state
either:

(1) That each item of information contained in the
information disclosure statement was cited in a commiu-
nication from a foreign patent office in a counterpart
foreign application not more than three months prior to
the filing of the statement, or

(2) That no item of information contained in the
information disclosure statement was cited in a communica-
tion from a foreign patent office in a counterpart foreign
application or, to the knowledge of the person signing the
certification after making reasonable inquiry, was
known to any individual designated in § 1.56(c) more
than three months prior to the filing of the statement.

(f) No extensions of time for filing an information
disclosure statement are permitted under § 1.136. If a
bona fide attempt is made to comply with § 1.98, but part
of the required content is inadvertently omitted, addi-
tional time may be given to enable full compliance.

(g) An information disclosure statement filed in
accordance with section shall not be construed as a
representation that a search has been made.

(h) The filing of an information disclosure
statement shall not be construed to be an admission
that the information cited in the statement (s, or is
considered to be, material to patentability as defined
in § 1.56(b).

(i) Information disclosure statements, filed be-
fore the grant of a patent, which do not comply with
this section and § 1.98 will be placed in the file, but
will not be considered by the Office.

[48 FR 2712, Jan. 20, 1983, effective date Feb. 27, 1983; 57
FR 2021, Jan. 17,1992, effective Mar. 16, 1992; para. (d) revised,
60 FR 20198, Apr. 25, 1995, effective June 8, 1995]
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8 1.98 Content ot‘ information dlsclosure statement
(a) Any mformatlon dlsclosure statement filed .

' under §1.97 shall mclude

(1) listofall patents pubhcatlbns or other mforma- S

: tton submitted for consnderatlon by the Offlce,

(2) A legnble copy of i :

(i) Each U.S.and foretgn patent . N

- (i), Each pubhcatlon or that portton whtch,
caused it to be listed; and

(iii) All other information or that portlon Wthh
caused it to be listed, except that no copy of alU.Ss. patent
application need be included; and

(3) A concise explanation of the relevance, as it is
presently understood by the individual designated in
§ 1.56(c) most knowledgeable about the content of the
information, of each patent, publication, or other
information listed that is not in the English language.
The concise explanation may be either separate from the
specification or incorporated therein.

(b) Each U.S. patent listed in an information
disclosure statement shall be identified by patentee,
patent number and issue date. Each foreign patent or
published foreign patent application shall be identified
by the country or patent office which issued the patent or
published the application, an appropriate document
number, and the publication date indicated on the
patent or published application. Each publication shall be
identified by author (if any), title, relevant pages of
the publication, date, and place of publication.

(c) When the disclosures of two or more patents
or publications listed in an information disclosure
statement are substantively cumulative, a copy of
one of the patents or publications may be submitted
without copies of the other patents or publications
provided that a statement is made that these other
patents or publications are cumulative. If a written
English—language translation of a non-English
language document, or portion thereof, is within the
possession, custody, or control of, or is readily
available to any individual designated in § 1.56(c), a
copy of the translation shall accompany the state-
ment,

(d) A copy of any patent, publication, or other infor-
mation listed in an information disclosure statement is not
required to be provided if it was previously cited by or
submitted to the Office in a prior application, provided
that the prior application is propery identified in the
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statement and relied on for an earher ﬁlmg Guie under
35US.C. 120

[42FR5594 Jan.28,1977;para. (a)48FR2712 Jan. 20 -
1983, effective date Feb.27,1983;57 FR 2021, Jan 17,1992, .

effective Mar. 16, 1992}

§ 1.99 [Reserved]

[48FR 2712, Jan. 20, 1983; effective dateFeb 27,1983,
57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992]

EXAMINATION OF APPLICATIONS

§ 1.101 Order of examination.

(a) Nonprovisional applications filed in the Patent
and Trademark Office and accepted as complete ap-
plications are assigned for examination to the respective
examining groups having the classes of inventions to
which the applications relate. Nonprovisional applica-
tions shall be taken up for examination by the examiner
to whom they have been assigned in the order in which
they have been filed except for those applications in
which examination has been advanced pursuant to
§ 1.102. See § 1.496 for order of examination of
international applications in the national stage.

(b) Applications which have been acted upon by
the examiner, and which have been placed by the
applicant in condition for further action by the
examiner (amended applications) shall be taken up
for action in such order as shall be determined by the
Commissioner.

[29 FR 13470, Sept. 30, 1964; para. (a),48 FR 2712, Jan.
20,1983, effective Feb.27,1983;para.(a), 50FR9381,Mar.7,
1985, effective May 8, 1985; 52 FR 20046, May 28, 1987,
effective July 1, 1987; para. (a) revised, 60 FR 20195, Apr. 25,
1995, effective June 8, 1995]

§ 1.102 Advancememnt of examination.

(a) Applications will not be advanced out of turn
for examination or for further action except as
provided by this part, or upon order of the Commis-
sioner to expedite the business of the Office, or upon
filing of a request under paragraph (b) of this section
or upon filing a petition under paragraphs (¢) or (d)
of this section with a verified showing which, in the
opinion of the Commissioner, will justify so advanc-
ing it.

(b) Applications wherein the inventions are deemed of
peculiar importance to some branch of the public service
and the head of some department of the Government
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requests lmmedtate action for that reason, may be advanced, S

for examination. _ ~ : i
(c) A petmon to make an apphcatnon spec1al»_

‘may be filed without a fee if the basis for the petition. . | o
is the’ apphcants age or health or- that the invention will S
materlally enhance ‘the - quahty of he envnronment oF

matena]ly contrlbute to the development or conservatlon of

- energy I'CSOUI'CCS e

(d). A petmon to make 2 an apphcatlon specnal on

grounds other than those referred to in paragraph (c) of ;

this section must be accompamed by the petition fee set
forth in § 1.17(i). '

[24FR 10332,Dec.22,‘1959;paras.(a),(c),and(d).47F_R
41276,Sept.. 17,1982, effective Oct. 1,1982, para.(d), 54 FR
6893, Feb. 15,1989, effective Apr.17,1989; para. (d) revised,
60 FR 20195, Apr. 25, 1995, effective June 8, 1995]

§ 1.103 Suspension of action.

(a) Suspension of action by the Office will be
granted for good and sufficient cause and for a reason-
able time specified upon petition by the applicant and, if
such cause is not the fault of the Office, the payment of
the fee set forthin § 1.17(i). Action will notbe suspended
when a response by the applicant to an Office action is
required.

(b) If action by the Office on an application is
suspended when not requested by the applicant, the
applicant shall be notified of the reasons therefor.

(c) Action by the examiner may be suspended by
order of the Commissioner in the case of applica-
tions owned by the United States whenever publica-
tion of the invention by the granting of a patent
thereon might be detrimental to the public safety or
defense, at the request of the appropriate department or
agency.

(d) Action on applications in which the Office has
accepted a request to publish a defensive publication will
be suspended for the entire pendency of these applica-
tions except for purposes relating to patent interference
proceedings under Subpart E.

[24 FR 10332, Dec. 22, 11959; 33 FR 5624, Apr. 11, 1968;
paras. (a) and (b), 47 FR 41276, Sept. 17, 1982, effective Oct. 1,
1982; para. (d), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; para. (d), 50 FR 9381, Mar. 7, 1985, eifective May §, 198S;
para. (a), 5S4 FR 6893, Feb. 15, 1989, effective Apr, 17, 1989; para.

(a) revised, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995]
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§ 1.104 Nature of examination; examiner’s action.
(a)” On taking up an application for examination or

a patent in a reexamination proceeding, the examiner:
shall make a thorough study.thereof and shall make a :
~ tion empowered to act on behalf of t.he corporatlon or .-

thorough investigation of the available prior art relating
to the subject matter of the claimed invention. The
examination shall be complete with respect both to
compliance of the application or patent under reex-
amination with the applicable statutes and rules and to
the patentability of the invention as claimed, as well as
with respect to matters of form, unless otherwise
indicated.

(b) The applicant, or in the case of a reexamination
proceeding, both the patent owner and the requester,
will be notified of the examiner’s action. The reasons for
any adverse action or any objection or requirement will
be stated and such information or references will be
given as may be useful in aiding the applicant, or in the
case of a reexamination proceeding the patent owner, to
judge the propriety of continuing the prosecution.

(cy An international—-type search will be made in
all national applications filed on and after June 1, 1978.

(d) Any national application may aiso have an
international~type search report prepared thereon at
the time of the national examination on the merits, upon
specific written request therefor and payment of the
international—type search report fee. See § 1.21(e) for
amount of fee for preparation of international—type
search report.

NOTE. - The Patent and Trademark Office does not
require that a formal report of an international =type search
be prepared in order to obtain a search fee refund in a later
filed international application.

(e) Copending applications will be considered by
the examiner to be owned by, or subject to an obligation
of assignment to, the same person if: (1) the application
files refer to assignments recorded in the Patent and
Trademark Office in accordance with part 3 of this
chapter which convey the entire rights in the applications
to the same person or organization; or (2) copies of
unrecorded assignments which convey the entire rights
in the applications to the same person or organization
are filed in each of the applications; or (3) an affidavit or
declaration by the common owner is filed which states
that there is common ownership and states facts which
explain why the affiant or declarant believes there is
common ownership; or (4) other evidence is submitted

Rev. 1, Sept. 1995
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‘which estabhshes common ownershlp ‘of the applica-
‘tions. In circumstances where: the - common owner is a

corporation or other orgamz:mon an affidavit or declaratxon
may be signed by an official of the corporatxon Or organiza-

organization.

[43 FR 20465, Mayu 1978; 46FR2918’2 May29 1988;
para. (d), 47 FR 41276, Sept. 17, 1982, effective date Oct. 1,
1982; para. (e), 50 FR 9381, Mar. 7, 1985, effective May 8, -
1985; para. (c), 57 FR 29642, July 6, 1992, effective Sept. 4,

- 1992]

§ 1.105 Completeness of examiner’s action. ,

The examiner’s action will be complete as to all -
matters, except that in appropriate circumstances, such as
misjoinder of invention, fundamental defects in the
application, and the like, the action of the examiner may
be limited to such matters before further action is made.
However, matters of form need not be raised by the
examiner until a'claim is found allowable,

§ 1.106 Rejection of claims.

(a) If the invention is not consndered patent-
able, or not considered patentable as claimed, the claims, or
those considered unpatentable will be rejected.

(b) In rejecting claims for want of novelty or for
obviousness, the examiner must cite the best references at his
command. When a reference is complex or shows or
describes inventions other than that claimed by the applicant,
the particular part relied on must be designated as nearly as
practicable. The pertinence of each reference, if not
apparent, must be clearly explained and each rejected claim
specified.

(c) In rejecting claims the examiner may rely upon -
admissions by the applicant, or the patent owner in a
reexamination proceeding, as to any matter affect-
ing patentability and, insofar as rejections in applications
are concerned, may also rely upon facts within his or
her knowledge pursuant to § 1.107.

(d) Subject matter which is developed by anoth-
er person which qualifies as prior art only under
35 U.S.C. 102(f) or (g) may be used as prior art under
35 U.8.C. 103 against a claimed invention unless the entire
rights to the subject matter and the claimed invention were
commonly owned by the same person or organization or
subject to an obligation of assignment to the same
person or organization at the time the claimed invention
was made.
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(¢) The claims in any original application naming an
inventor will be rejected as being precluded by a waiver in
a published statutory invention registration naming that
inventor if the same subject matter is claimed inthe
application and the statutory invention registration. The
claims in any reissue application naming an inventor
will be rejected as being precluded by a waiver in a
published statutory invention registration naming that
inventor if the reissue application seeks to claim subject
matter (1) which was not covered by claims issued in
the patent prior to the date of publication of the
statutory invention registration and (2) which was the
same subject matter waived in the statutory invention
registration. ‘

{24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969;
para. (c) added, 47 FR 21752, May 19, 1982, effective July 1,
1982; paras. (d) and (e), S0 FR 9381, Mar. 7, 1985, effective
May 8, 1985] ;

§ 1.167 Citation of references.

(a) If domestic patents are cited by the examiner,
their numbers and dates, and the names of the
patentees, and the classes of inventions must be
stated. If foreign published applications or patents are
cited, their nationality or country, numbers and dates,
and the names of the patentees must be stated, and
such other data must be furnished as may be necessary
to enable the applicant, or in the case of a reexamina-
tion proceeding, the patent owner, to identify the
published applications or patents cited. In citing
foreign published applications or patents, in case only
a part of the document is involved, the particular
pages and sheets containing the parts relied upon must
be identified. If printed publications are cited, the
author (if any), title, date, pages or plates, and place of
publication, or place where a copy can be found, shall
be given.

(b) When a rejection in an application is based on
facts within the personal knowledge of an employee of
the Office, the data shall be as specific as possible, and
the reference must be supported, when called for by the
applicant, by the affidavit of such employee, and such
affidavit shall be subject to contradiction or explana-
tion by the affidavits of the applicant and other
persons.

{46 FR 29182, May 29, 1981}
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§ 1.108 Abandoned applications not cited. ‘
Abandoned appllcatlons as such will not be cited as

references except those which have been opened to .
~ inspection by the pubhc followmg a defensive pubhca—

tion.
[50 FR 9381, Mar. 7, 1985 effectwe May8 198.)]

§ 1.109 Reasons for allowance. :

If the examiner believes that the record of the
prosecution as a whole does not make clear his or her.
reasons for allowing a claim or claims, the examiner may
set forth such reasoning. The reasons shall be incorpo-
rated into an Office action rejecting other claims of the
application or patent under reexamination or be the
subject of a separate communication to the applicant or
patent owner. The applicant or patent owner may file a
statement commenting on the reasons for allowance
within such time as may be specified by the examiner.
Failure to file such a statement shall not give rise to
any implication that the applicant or patent owner
agrees with or acquiesces in the reasoning of the
examiner.

[46 FR 29182, May 29, 1981]

§ 1.110 Inventorship and date of invention of the
subject matter of individual claims.

When more than one inventor is named in an ap-
plication or patent, the Patent and Trademark Office,
when necessary for purposes of an Office proceeding,
may require an applicant, patentee, or owner to identify
the inventive entity of the subject matter of each claim in
the application or patent. Where appropriate, the
invention dates of the subject matter of each claim and
the ownership of the subject matter on the date of
invention may be required of the applicant, patentee
or owner. See also § 1.78(c) and § 1.78(d).

[50 FR 9381, Mar. 7, 19885, effective date May 8, 1985)

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

§ 1.111 Reply by applicant or patent owner.

(a) After the Office action, if adverse in any
respect, the applicant or patent owner, if he or she
persists in his or her application for a patent or
reexamination proceeding, must reply thereto and may
request reconsideration or further examination, with or
without amendment.

(b) In order to be entitled to reconsideration or
further examination, the applicant or patent owner must
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make request therefor m wntmg The reply by the
applicantor patent owner must drsttnctly and specrfrcally
point out the supposed errors in- ‘the examiner’ 'S
action and must respond to every ground of ob]ec-‘
tion and rejectlon in the prlor ‘Office action: If the

reply is with respect to an applrcatron, a: request may be

made that objections or requirements as to form not -
necessary to further consideration of the claims be held .

response is hmlted o appeal
: .-jkany claxm (§ 1 191),‘

in the case of rejectxon of !
to“amendment as specrfned. in

in abeyance until allowable subject matter is mdrcated EIRE

The applicant’s or patent owner’s reply must appear

throughout to be a bona fide attempt to advance the case

to final action. A general allegation that the claims

define a patentable invention without specifically point-
ing out how the language of the claims patentably
distinguishes them from the references does not
comply with the requirements of this section.

(¢} In amending in response to a rejection of
claims in an application or patent undergoing reex-
amination, the applicant or patent owner must clearly
point out the patentable novelty which he or she
thinks the claims present in view of the state of the
art disclosed by the references cited or the objections
made. He or she must also show how the amendments avoid
such references or objections. (See § 1.135 and § 1.136 for
time for reply.)

(46 FR 29182, May 29, 1981]

§ 1.112 Reconsideration.

After response by applicant or patent owner
§ 1.111), the application or patent under reexamination
will be reconsidered and again examined. The applicant
or patent owner will be notified if claims are rejected, or
objections or requirements made, in the same manner as
after the first examination. Applicant or patent owner
may respond to such Office action in the same manner
provided in § 1.111, with or without amendment. Any
amendments after the second Office action must ordi-
narily be restricted to the rejection or to the objections or
requirements made. The application or patent under
reexamination will be again considered, and so on
repeatedly, unless the examiner has indicated that the
action is final.

[46 FR 29182, May 29, 1981]

§ L.113 Final rejection or action.

(a) On the second or any subsequent examination
or consideration the rejection or other action may be
made final whereupon applicant’s or patent owner’s
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or objectrons to form.

(b) In’ makmg such fmal rejectron the exammer‘

shall repeat or state’’ all grounds of rejectlon then = -

considered apphcable to the claims m the case, clearly
stating the reasons therefor. TR

[24 FR 10332 Dec. 22 1959; 46 FR 29182 May 29, 1981] .
AMENDMENTS

§ 1.118 Amendment. :

The applicant may amend before or after the first ex-
amination and action and also after the second or
subsequent examination or reconsideration as specified
in § 1.112 or when and as specifically required by the
examiner. The patent cwner may amend in accordance
with §§ 1.510(c) and 1.530(b) prior to reexamination
and during reexamination proceedings in accordance
with § 1.112 and § 1.116.

[46 FR 29183, May 29, 1981]

§ 1.116 Amendments after final action.

(a) After final rejection or action (§ 1.113) amend-
ments may be made cancelling claims or complying with
any requirement of form which has been made. Amend-
ments presenting rejected claims in better form for
consideration on appeal may be admitted. The
admission of, or refusal to admit, any amendment
after final rejection, and any proceedings relative
thereto, shall not operate to relieve the application or
patent under reexamination from its condition as
subject to appeal or to save the application from
abandonment under § 1.135.

(b) If amendments touching the merits of the
application or patent under reexamination are present-
ed after final rejection, or after appeal has been taken, or
when such amendment might not otherwise be proper,
they may be admitted upon a showing of good and
sufficient reasons why they are necessary and were not

_ earlier presented.
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(c) No amendment can be made as a matter of
right in appealed cases. After decision on appeal,
amendments can only be made as' provided in
§ 1.198, or to carry into effect a recommendation
under § 1.196.

[24 FR 10332, Dec. 22, 1959; 46 FR 29183, May 29, 1981]

§ 1.117 Amendment and revision required.

The specification, claims, and drawings must be
amended and revised when required to correct inaccu-
racies of description and definition or unnecessary
prolixity, and to secure correspondence between the
claims, the specification, and the drawing.

¢ 1.118 Amendment of disclosure.

(a) No amendment shall introduce new matter
into the disclosure of an application after the filing date of
the application (§ 1.53(b)). All amendments to the
specification, including the claims, and the drawings
filed after the filing date of the application must
conform to at least one of them as it was at the time of
the filing of the applicaton, Matter not found in
either, involving a departure from or an addition to
the original disclosure, cannot be added to the applica-
tion after its filing date even though supported by an
oath or declaration in accordance with § 1.63 or § 1.67
filed after the filing date of the application.

(b) Ifitis determined that an amendment filed after
the filing date of the application introduces new matter,
claims containing new matter will be rejected and
deletion of the new matter in the specification and
drawings will be required even if the amendment is
accompanied by an oath or declaration in accordance
with § 1.63 or § 1.67.

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.119 Amendment of claims.

The claims may be amended by canceling particular
claims, by presenting new claims, or by rewriting
particular claims as indicated in § 1.121. The require-
ments of § 1.111 must be complied with by pointing out
the specific distinctions believed to render the claims
patentable over the references in presenting arguments
in support of new claims and amendments.

[32 FR 13583, Sept. 28, 1967]
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§ 1.121 Mannerof making amendmelits.

§ 1121

(a) Erasures, additions, insertions, or alterations of
the Office file of papers and records must not be

~physically entered by the applicant. Amendments to the

application (excluding the claims) are made by filing a
paper (which should conform to § 1.52) directing or
requesting that specified amendments be made. The
exact word or words to be stricken out or inserted by said
amendment must be specified and the precise point
indicated where the deletion or insertion is to be made.

(b) Except as otherwise provided herein, a particu-
lar claim may be amended only by directions to cancel or
by rewriting such claim with underlining below the word
or words added and brackets around the word or words
deleted. The rewriting of a claim in this form will be
construed as directing the cancellation of the original
claim; however, the original claim number followed by
the parenthetical word “amended” must be used for the
rewritten claim. If a previously rewritten claim is
rewritten, underlining and bracketing will be applied in
referenice to the previously rewritten claim with the
parenthetical expression “twice amended,” “three times
amended,” etc., following the original claim number.

(¢) A particelar claim may be amended in the
manner indicated for the application in paragraph (a) of
this section to the extent of corrections in spelling,
punctuation, and typographical errors. Additional
amendments in this manner will be admitted provided
the changes are limited to (1) deletions and/or (2) the
addition of no more than five words in any one claim.
Any amendment submitted with instructions to amend
particular claims but failing to conform to the provisions
of paragraphs (b) and (c) of this section may be
considered nonresponsive and treated accordingly.

(d) Where underlining or brackets are intended to
appear in the printed patent or are properly part of the
claimed material and not intended as symbolic of
changes in the particular claim, amendment by rewriting
in accordance with paragraph (b) of this section shall be
prohibited.

(e) In reissue applications, both the descriptive
portion and the claims are to be amended by either (1)
submitting a copy of a portion of the description or an
entire claim with all matter to be deleted from the
patent being placed between brackets and all matter to
be added to the patent being underlined, or (2)
indicating the exact word or words to be stricken out
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or inserted and the precise point where the deletion or

insertion is to be made. Any word or words to be
inserted must be underlined. See § 1.173.

(f) Proposed amendments presented in patents
involved in reexamination proceedings must be pre-
sented in the form of a full copy of the text of: (1)
Each claim which is amended and (2) each paragraph
of the description which is amended. Matter deleted
from the patent shall be placed between brackets and
matter added shall be underlined. Copies of the
printed claims from the patent may be used with any
additions being indicated by carets and deleted materi-
al being placed between brackets. Claims must not be
renumbered and the numbering of the claims added
for reexamination must follow the number of the
highest numbered patent claim. No amendment may
enlarge the scope of the claims of the patent. No new
matter may be introduced into the patent.

[32 FR 13583, Sept. 28, 1967; 46 FR 29183, May 29, 1981;
para. (e), 49 FR 555, Jan. 4, 1984, effective Apr. 1, 1984]

§ 1.122 Entry and consideration of amendments,

(a) Amendments are “entered” by the Office by
making the proposed deletions by drawing a line in red
ink through the word or words cancelled and by making
the proposed substitutions or insertions in red ink, small
insertions being written in at the designated place and
large insertions being indicated by reference.

(b) Ordinarily all amendments presented in a paper
filed while the application is open to amendment are
entered and considered, subsequent cancellation or
correction being required of improper amendments.
Untimely amendment papers may be refused entry and
consideration in whole or in part. For amendments
presented during an interference see § 1.664.

[24 FR 10332, Dec. 22, 1959; para. (b), 49 FR 48416, Dec.
12, 1984, effective Feb. 11, 1985]

§ 1.123 Amendments to the drawing.
No change in the drawing may be made except with
permission of the Office. Permissible changes in the

construction shown in any drawing may be made only by

the submission of a substitute drawing by applicant. A
sketch in permanent ink showing proposed changes, to
become part of the record, must be filed for approval by
the examiner and should be a separate paper.

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR
555, Jan. 4, 1984, effective Apr. 1, 1984; amended, 58 FR 38719,
July 20, 1993, effective Oct. 1, 1993}
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§ 1.124 Amendment of amendments,

When an amendatory clause is to be amended, it
should be wholly rewritten and the original insertion
canceled so that no interlineations or deletions shail

-appear .in the clause as finally presented. Matter

canceled by amendment can be reinstated only by a
subsequent amendment presenting the canceled matter
as a new insertion. ’ oL

§ 1.125 Substitute specification.

If the number or nature of the amendments shall
render it difficult to consider the case, or to arrange the
papers for printing or copying, the examiner may require
the entire specification, including the claims, or any part
thereof, to be rewritten. A substitute specification may
not be accepted unless it has been required by the
examiner or unless it is clear to the examiner that
acceptance of a substitute specification would facilitate
processing of the application. Any substitute specifica-
tion filed must be accompanied by a statement that the
substitute specification includes no new matter. Such
statement must be a verified statement if made by a
person not registered to practice before the Office.

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.126 Numbering of claims.

The original numbering of the claims must be
preserved throughout the prosecution. When claims are
canceled, the remaining claims must not be renumbered.
When claims are added, except when presented in
accordance with § 1.121(b), they must be numbered by
the applicant consecutively beginning with the number
next following the highest numbered claim previously
presented (whether entered or not). When the applica-
tion is ready for allowance, the examiner, if necessary,
will renumber the claims consecutively in the order in
which they appear or in such order as may have been
requested by applicant.

[32 FR 13583, Sept. 28, 1967]

§ 1.127 Petition from refusal to admit amendment.

From the refusal of the primary examiner to admit
an amendment, in whole or in part, a petition will lie to
the Commissioner under § 1.181.
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TRANSITIONAL PROVISIONS

§ 1.129 Transitional procedures for limited
examination after final rejection and
restriction practice.

(a) An applicant in an application, other than for

reissue or a design patent, that has been pending for at

least two years as of June 8, 1995, taking into account any
reference made in such application to any earlier filed
application under 35 U.S.C. 120, 121 and 365(c), is
entitled to have a first submission entered and consid-
ered on the merits after final rejection under the
foliowing circumstances: The Office will consider such a
submission, if the first submission and the fee set forth in
§ 1.17(r) arc filed prior to the filing of an appeal brief and
pricr to abandonment of the application. The finality of
the final rejection is automatically withdrawn upon the
timely filing of the submission and payment of the fee set
forth in § 1.17(r). If a subsequent final rejection is made
in the application, applicant is entitled to have a second
submission entered and considered on the merits after
the subsequent final rejection under the following
circumstances: The Office will consider such a submis-
sion, if the second submission and a second fee set forih
in § 1.17(r) are filed prior to the filing of an appeal brief
and prior to abandonment of the application. The
finality of the subsequent final rejection is automatically
withdrawn upon the timely filing of the submission and
payment of the second fee set forth in § 1.17(r). Any
submission filed after a final rejection made in an
application subsequent to the fee set forth in § 1.17(r)
having been twice paid will be treated as set forth in
§ 1.116. A submission as used in this paragraph includes,
but is not limited to, an information disclosure state-
ment, an amendmernt to the written description, claims
or drawings and a new substantive argument or new
evidence in support of patentability.

(b)(1) In an application, other than for reissue or a
design patent, that has been pending for at least three
years as of June 8, 1995, taking into account any
reference made in the application to any earlier filed
application under 35 U.S.C. 120, 121 and 365(c), no
requirement for restriction or for the filing of divisional
applications shall be made or maintained in the applica-
tion after June 8, 1995, except where:

(i) the requirement was first made in the
application or any earlier filed application under
35 U.S.C. 120, 121 and 365(c) prior to April 8, 1995;
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(n) the examiner has not made a requxrement

- for restriction in the present or parent application prior

to April 8, 1995, due to actions by the applicant; or

- (iii) the required fee for examination of each
additional invention was not pald '

(2) I the application contains ' more than one
independent and distinct invention and ‘a requnrement
for restriction or for the filing of. dMsxonal applications
cannot be made or maintained pursuant to this para-
graph, applicant will be so notified and given a time
period to: ‘ / ,
(i) elect the invention or inventions to be
searched and examined, if no election has been made
prior to the notice, and pay the fee set forth in 1.17(s) for
each independent and distinct invention claimed in the
application in excess of one which applicant elects;

(ii) confirm an election made prior to the
notice and pay the fee set forth in § 1.17(s) for each
independent and distinct invention claimed in the
application in addition to the one invention which
applicant previously elected; or

(iii) file a petition under this section travers-
ing the requirement. If the required petition is filed in a
timely manner, the original time period for electing and
paying the fee set forth in § 1.17(s) will be deferred and
any decision on the petition affirming or modifying the
requirement will set 2 new time period to elect the
invention or inventions to be searched and examined
and to pay the fee set forth in § 1.17(s) for each
independent and distinct invention claimed in the
application in excess of one which applicant elects.

(3) The additional inventions for which the re-
quired fee has not been paid will be withdrawn from
consideration under § 1.142(b). An applicant who
desires examination of an invention so withdrawn from
consideration can file a divisional application under 35
US.C 121,

(c) The provisions of this section shall not be
applicable to any application filed after June 8, 1995.

[Added, 60FR20195, Apr.25, 1995, effective June8, 1995)
AFFIDAVITS OVERCOMING REJECTIONS
§ 1.131 Affidavit or declaration of prior invention to
overcome cited patent or publication.

(a)(1) When any claim of an application or a pat-
ent under reexamination is rejected under 35 U.S.C.
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102(a) or (e), or 35 US.C. 103 based on a U.S. patent

to another which is prior art under 35 U.S. C 102(a).or

(e) and which substantially shows or descrrbes but does _

not claim the same patentable invention, as defined in
37 CFR 1:601(n), or on reference to a foreign patent
or to a printed publication, the inventor of the subject
matter of the rejected claim, the owner of the patent
under reexamination, or the party qualified under
37 CFR 1.42, 1.43, or 1.47, may submit an appropriate
oath or declaration to overcome the patent or
publication. The oath or declaration must include facts
showing a completion of the invention in this country
or in a NAFTA or WTO member country before the
filing date of the application on which the U.S. patent
issued, or before the date of the foreign patent, or
before the date of the printed publication. When an
appropriate oath or declaration is made, the patent or
publication cited shall not bar the grant of a patent to
the inventor or the confirmation of the patentability of
the claims of the patent, unless the date of such patent
or printed publication is more than one year prior to
the date on which the inventor’s or patent owner’s
application was filed in this country.

(2) A date of completion of the invention may not
be established under this section before December 8,
1993, in a NAFTA country, or before January 1, 1996in a
WTO member country other than a NAFTA country.

(b) The showing of facts shall be such, in character
and weight, as to establish reduction to practice prior to
the effective date of the reference, or conception of the
invention prior to the effective date of the reference
coupled with due diligence from prior to said date to a
subsequent reduction to practice or to the filing of the
application. Original exhibits of drawings or records, or
photocopies thereof, must accompany and form part of
the affidavit or declaration or their absence satisfactorily
explained.

(24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969;
para. (a),48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983; para.
(a), 50 FR 9381, Mar. 7, 1985, effective May 8, 1985; 50 FR
11366, Mar. 21, 1985; 53 FR 23733, June 23, 1988, effective Sept.
12, 1988; para. (a)(1) revised and para. (a)(2) added, 60 FR
21043, May 1, 1995, effective May 31, 1995}

§ 1.132 Affidavits or declarations traversing grounds
of rejection,
When any claim of an application or a patent under
reexamination is rejected on reference to a domestic
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g patent whrch substantrally shows or descrrbes but does
"not claim the mventron or-on’ reference to a forergn
' patent ortoa prmted publrcatton, or to facts within thc L
personal knowledge of an: employee of the’ Offrce or
‘when rejected upon: a mode or capabrlrty of operatron e

attrrbuted to a reference, or because the alleged
invention is held to be. moperatrve or lackmg in utility, or

frivolous or injurious to publrc health or morals, affrda-

vits. or declarations - traversmg these references or

objections may. be received.

(48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]
INTERVIEWS

§ 1.133 Interviews.

(a) Interviews with examiners concerning applica-
tions and other matters pending before the Office must
be had in the examiners’ rooms at such times, within
office hours, as the respective examiners may designate.
Interviews will not be permitted at any other time or
place without the authority of the Commissioner.
Interviews for the discussion of the patentability of
pending applications will not be had before the first
official action thereon. Interviews should be arranged
for in advance.

(b) In every instance where reconsideration is
requested in view of an interview with an examiner, a
complete written statement of the reasons presented at
the interview as warranting favorable action must be
filed by the applicant. An interview does not remove the
necessity for response to Office actions as specified in
§ 1.111, § 1.135.

TIME FOR RESPONSE BY APPLICANT;
ABANDONMENT OF APPLICATION

§ 1.134 Time period for response to an Office action.

An Office action will notify the applicant of any
non-statutory or shortened statutory time period set
for response to an Office action. Unless the applicant
is notified in writing that response is required in less
than six months, a maximum period of six months is
allowed.

[47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982]
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§ 1.135 Abandonment for failure to respond within
time period.
(a) If an applicant of a patent application fails to
respond within the time period provided under

§ 1.134 and § 1.136, the- application will become

abandoned unless an Office action indicates otherwise.

(b) Prosecution of an application to save it from
abandonment pursuant to paragraph (a) of this section
must include such complete and proper action as the
condition of the case may require. The admission of an
amendment not responsive to the last Office action, or
refusal to admit the same, and any proceedings relative
thereto, shall not operate to save the application from
abandonment.

(c) When action by the applicant is a bona fide
atiempt to respond and to advance the case to final
action, and is substantially a complete response to the
Office action, but consideration of some matter or
compliance with some requirement has been inadver-
tently omitted, opportunity to explain and supply the
omission may be given before the question of abandon-
ment is considered.

[paras. (a), (b), and (c), 47 FR 41276, Sept. 17, 1982,
effective Oct. 1, 1982; para. (d) deleted, 49 FR 555, Jan. 4,
1984, effective Apr. 1, 1984]

§ 1.136 Filing of timely responses with petition and
fee for extension of time and extensions of time
for cause.

(a)(1)If an applicant is required to respond
within a nonstatutory or shortened statutory time
period, applicant may respond up to four months
after the time period set if a petition for an extension
of time and the fee set in § 1.17 are filed prior to or
with the response, unless:

(i) Applicant is notified otherwise in an Office
action,

(ii)The response is a reply brief submitted
pursuant to § 1.193(b),

(iii)The response is a request for an oral hearing
submitted pursuant to § 1.194(b),

(iv) The response is to a decision by the Board of
Patent Appeals and Interferences pursuant to § 1.196,
§1.1970r § 1.304, or

(v) The application is involved in an interfer-
ence declared pursuant to § 1.611,

(a)(2) The date on which the response, the petition,
and the fee have been filed is the date of the response
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and also the date for purposes of detem‘umng the period

* of extension and the correspondmg amount of the fee.
“The expiration of the: time period is determmed by the

amount of the fee pald In no case _may an apphcant‘
respond later than the max1mum time period. set by

statute, or. be granted an extensxon ‘of time under /
paragraph (b) of this section when the provnsnons of this

paragraph are available. See § 1.136(b) for extensnons of
time relating to proceedings pursuant’ 0 §§ 1. 193(b)
1.194,1.196 or 1.197. See § 1.304 for _extensnonpf timeto
appeal to the U.S. Court of Appeals for the Federal -
Circuit or to commence a civil action. See § 1.550(c) for
extension of time in reexamindtion proceedings and
§ 1.645 for extension of time in interference proceed-
ings.

(b) When a response with petition and fee for
extension of time cannot be filed pursuant to paragraph
(a) of this section, the time for response will be extended
only for sufficient cause and for a reasonable time
specified. Any request for such extension must be filed
on or before the day on which action by the applicant is
due, but in no case will the mere filing of the request
effect any extension. In no case can any extension carry
the date on which response to an Office action is due
beyond the maximum time period set by statute or be
granted when the provisions of paragraph (a) of this
section are available. See § 1.304 for extension of time to
appeal to the U.S. Court of Appeals for the Federal
Circuit or to commence a civil action, § 1.645 for
extension of time in interference proceedings, and
§ 1.550(c) for extenion of time in reexammat:on
proceedings.

[47 FR 41277, Sept. 17, 1982, effective Oct. 1, 1982; 49 FR
555, Jan. 4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985; 54 FR 29551, July 13, 1989,
effective Aug. 20, 19893; para. (a) revised, 58 FR 54504, Oct. 22,
1993, effective Jan 3, 1994

§ 1,137 Revival of abandoned application.

(a) An application abandoned for failure to prose-
cute may be revived as a pending application if it is shown
to the satisfaction of the Commissioner that the delay
was unavoidable. A petition to revive an abandoned
application must be promptly filed after the applicant is
notified of, or otherwise becomes aware of, the aban-
donment, and must be accompanied by:

Rev. 1, Sept. 1995



§ 1.138

(1) a proposed resppnse to continue prosecution of
that application, or filing of a continuing application, -

unless either has been previously filed;

(2) the petition fee as set forth in § 1.17(1); and

(3) a showing that the delay was unavoidable. The
showing must be a verified showing if made by a person not
registered to practice before the Patent and Trademark
Office.

(b) An application unintentionally abandoned for
failure to prosecute may be revived as a pending
application if the delay was unintentional. A petition to
revive an unintentionally abandoned application must
be:

(1) accompanied by a proposed response to contin-
ue prosecution of that application, or the filing of a
continuing application, unless either has been previously
filed;

(2)accompanied by the petition fee as set
forthin §1.17(m);

(3) accompanied by a statement that the delay was
unintentional. The statement must be a verified state-
ment if made by a person not registered to practice
before the Patent and Trademark Office. The Comumission-
er may require additional information where there is a
question whether the delay was unintentional; and

(4) filed either:

(i) within one year of the date on which the
application became abandoned; or

(ii) within three months of the date of the first
decision on a petition to revive under paragraph (a) of
this section which was filed within one year of the date on
which the application became abandoned.

(c) Inall applications filed before June 8, 1995, and
in all design applications filed on or after June 8, 1995,
any petition pursuant to paragraph (a) of this section not
filed within six months of the date of abandonment of the
application, must be accompanied by a terminal dis-
claimer with fee under § 1.321 dedicating to the public a
terminal part of the term of any patent granted thereon
equivalent to the period of abandonment of the applica-
tion. The terminal disclaimer must also apply to any
patent granted on any continuing application entitled
under 35 U.S.C. 120 to the benefit of the filing date of the
application for which revival is sought.

(d) Any request for reconsideration or review of a
decision refusing to revive an application upon petition
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flled pursuant to paragraphs (a) or (b) of this section, to
be considered tlmely, must be ﬁled wrthm two- months of

the decision refusmg to revwe or wrthm such timeas

set in the decision. :
(e) The time ‘periods set forth in this section

~cannot -be extended except that the. three—month .

period set forth in paragraph (b)(4)_(r1)_ and the time
period set forth in paragraph (d) of this section may be
extended under the provisions of § 1.136.

[47 FR 41277, Sept. 17, 1982, effective Oct. 1, 1982; para.
(b) 48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983; paras.
(a) = (c), paras. (d) & (e) added, 58 FR 44277, Aug. 20,1993,
effective Sept. 20, 1993; para. (c) revised, 60 FR 20195, Apr. 25,
1995, effective June 8, 1995]

§ 1.138 Express abandonment,

An application may be expressly abandoned by filing
in the Patent and Trademark Office a written declaration
of abandonment signed by the applicant and the assignee
of record, if any, and identifying the application. An
application may also be expressly abandoned by filing a
written declaration of abandonment signed by the
attorney or agent of record. A registered attorney or
agent acting under the provision of § 1.34(a), or of
record, may also expressly abandon a prior application as
of the filing date granted to a continuing application
when filing such a continuing application. Express
abandonment of the application may not be recognized
by the Office unless it is actually received by appropriate
officials in time to act thereon before the date of issue.

{47 FR 47244, Oct. 25, 1982, effective Feb. 27, 1983; 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985] )

§ 1.139 Revival of provisional application.

(a) A provisional application which has been ac-
corded a filing date and abandoned for failure to timely
respond to an Office requirement may be revived so as to
be pending for a period of no longer than twelve months
from its filing date if it is shown to the satisfaction of the
Commissioner that the delay was unavoidable. Under no
circumstances will the provisional application be pend-
ing after twelve months from its filing date. A petition to
revive an abandoned provisional application must be
promptly filed after the applicant is notified of, or
otherwise becomes aware of, the abandonment, and
must be accompanied by:
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(1) the requlred response unless it has been pre- |

viously flled

(2) the petition fee as set forth in § 1.17(1); and

(3) a showing that the delay was unavoidable. The
showing must be a verified showing if made by a person

not registered to practice before the Patent and Trade--

mark Office. _

(b) A provisional application which has been ac-
corded a filing date and abandoned for failure to timely
respond to an Office requirement may be revived so as to
be pending for a period of no longer than twelve months
from its filing date if the delay was unintentional. Under
no circumstances will the provisional application be
pending after twelve months from its filing date. A
petition to revive an abandoned provisional application
must be:

(1) accompanied by the required response unless it
has been previously filed;

(2) accompanied by the petition fee as set forth in
§ 1.17(m);

(3) accompanied by a statement that the delay was
unintentional. The statement must be a verified state-
ment if made by a person not registered to practice
before the Patent and Trademark Office. The Commis-
sioner may require additional information where there
is a question whether the delay was unintentional; and

(4) filed either:

(i) within one year of the date on which the
provisional application became abandoned; or

(ii) within three months of the date of the first
decision on a petition to revive under paragraph (a) of
this section which was filed within one year of the date on
which the provisional application became abandoned.

(c) Any request for reconsideration or review of a
decision refusing to revive a provisional application
upon petition filed pursuant to paragraphs (a) or (b) of
this section, to be considered timely, must be filed within
two months of the decision refusing to revive or within
such time as set in the decision.

(d) The time periods set forth in this section cannot
be extended, except that the three—=month period set
forth in paragraph (b)(4)(ii) of this section and the time
period set forth in paragraph (¢) of this section may be
extended under the provisions of § 1.136.

[Added, 60 FR 20195, Apr. 25, 1995, effective June §, 1995]
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JOINDER OF INVENT IONS lN ONE B
APPLICATION RESTRICT ION O

§ 1. 141 leferent inventions in one national

appllcation. S
(a)- Two or more mdependent and dlstmct mven-‘ :

tions may not be clalmed in one: national apphcatxon, ex- .
cept that more than one specues ‘of an invention, not to -
exceed a reasonable: number, may be spec1t" cally claimed -

in different claims in one natlonal appllcatlon, provxded
the application also includes an allowable claim gen-
eric to all the claimed species and all the claims to species -
in excess of one are written in dependent .form
(§ 1.75) or otherwise include all the limitations of the generic
claim.

(b) Where claims to all three categories, product,
process of making, and process of use are included in a
national application, a three way requirement for
restriction can only be made where the process of making
is distinct from the product. if the process of making and
the product are not distinct, the process of using may be
joined with the claims directed to the product and the
process of making the product even though a showing of
distinctness between the product and process of using
the product can be made, |

[52 FR 20046, May 28, 1987, effective July 1, 1987}

§ 1.142 Requirement for restriction.

(a) If two or more independent and distinct inven-
tions are claimed in a single application, the examiner in
his action shall require the applicant in his response to
that action to elect that invention to which his claim shall
be restricted, this official action being called a require-
ment for restriction (also known as a requirement for
division). If the distinctness and independence of the-
inventions be clear, such requirement will be made
before any action on the merits; however, it may be made
at any time before final action in the case at the
discretion of the examiner.

(b) Claims to the invention or inventions not
elected, if not cancelled, are nevertheless withdrawn from
further consideration by the examiner by the election, subject
however to reinstatement in the event the requirement for
restriction is withdrawn or overruled.

§ 1.143 Recomsideration of requirement.

If the applicant disagrees with the requirement for
restriction, he may request reconsideration and with-
drawal or modification of the requirement, giving the
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§L14

reasons therefor (see § 1 111) In requestmg reconsider-.
ation the applicant must indicate a provisional election -

of one invention for prosecution, which invention shall

be the one elected in the event the requirement becomes.

final. The requirement for restriction will be reconsid-

ered on such a request. If the requirement is repeated

and made final, the examiner will at the same time acton
the claims to the invention elected.

§ 1.144 Petition from requirement for restriction.

After a final requirement for restriction, the
applicant, in addition to making any response due on
the remainder of the action, may petition the Commis-
sioner to review the requirement. Petition may be
deferred until after final action on or allowance of
claims to the invention elected, but must be filed not
later than appeal. A petition will not be considered if
reconsideration of the requirement was not requested.
(See § 1.181.)

§ 1.145 Subsequent presentation of claims for different
invention.

If, after an office action on an application, the
applicant presents claims directed to an invention
digtinct from and independent of the invention previous-
ly claimed, the applicant will be required to restrict the
claims to the invention previously claimed if the amend-
ment is entered, subject to reconsideration and review as
provided in § 1.143 and § 1.144,

§ 1146 Election of species.

In the first action on an application containing a
generic claim and claims restricted separately to each of
more than one species embraced thereby, the examiner
may require the applicant in his response to that action
to elect that species of his or her invention to which his or
her claim shall be restricted if no generic ciaim is held
allowable. However, if such application contains claims
directed to more than a reasonable number of species,
the examiner may require restriction of the claims to not
more than a reasonable number of species before taking
further action in the case.

(43 FR 20465, May 11, 1978]
DESIGN PATENTS

§ L1S1 Rules applicable.
The rules relating to applications for patents for other
inventions or discoveries are also applicable to
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,applxcatlons for patems for desngns except as. othenmse i
rprovrded : v 8

B l 152 Desngn drawmg

The design must be: represented by a drawmg that '

: coymplres with. the. requlrements of § 1.84, and must‘ '
“‘contain a sufflclent number of vrews to constrtute a

complete dlsclosure of the- appearance of the article.

~Appropriate surface shadmg must be used to show the ..

character or contour of the surfaces represented Solid
black surface shading is not permitted except when used
to represent color contrast. Broken lines may be used to
show visible environmental structure, but may not be
used to show hidden planes and surfaces which cannot be
seen through opaque materials. Alternate positions of a
design component, illustrated by full and broken lines in
the same view are not permitted in a design drawing.
Photographs and ink drawings must not be combined in
one application. Photographs submitted in lieu of ink
drawings in design patent applications must comply with
§ 1.84(b) and must not disclose environmental structure
but must be limited to the design for the article claimed.
Color drawings and color photographs are not permitted
in design patent applications,

{53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989;
amended, 58 FR 38719, July 20, 1993, effective Oct. 1, 1993]

§ 1153 Title, description and claim, cath or declaration.

(a) The title of the design must designate the
particular article. No description, other than a reference
to the drawing, is ordinarily required. The claim shall be
in formal terms to the ornamental design for the article
(specifying name) as shown, or as shown -and de-
scribed. More than one claim is neither required nor
permitted

(b) The oath or declaration required of the
applicant must comply with § 1.63.

[24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29, 1964; para.
(b), 48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983]

§ L154 Arrangement of specification.

The following order of arrangement should be observed
in framing design specifications:

(a) Preamble, stating name of the applicant and title of
the design.

(b) Description of the figure or figures of the drawing,

(c) Description, if any.

(d) Claim.
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(e) Signed oath or deelaration (See § L 153(15))‘
{24 FR 10332, Dec. 22,1959, para. (e), 48 FR 2713; Jan. 20,
1983, effective date FEb 27 1983]

§ L155 Issue and term of design patents. ,
(a) If, on examination, it shall appear that the
applicant is entitled to a design patent under the law, a

notice of allowance will be sent to the applicant, or
applicant’s attorney or agent, calling for the payment
of the issue fee (§ 1.18(b)). If this issue fee is not paid

within 3 months of the date of the notice of allowance,
the application shall be regarded as abandoned. ,

(b) The Commissioner may accept the payment of
the issue fee later than three months after the mailing of
the notice of allowance as though no abandonment had
ever occurred if upon petition the delay in payment is
shown to have been unavoidable. The petition to accept
the delayed payment must be promptly filed after the
applicant is notified of, or otherwise becomes aware of,
the abandonment, and must be accompanied by:

(1) the issue fee, unless it has been previously
submitted;

(2) the fee for delayed payment (§ 1.17(1)); and

(3) a showing that the delay was unavoidable. The
showing must be a verified showing if made by a
person not registered to practice before the Patent and
Trademark Office.

(c) The Commissioner may, upon petition, accept
the payment of the issue fee later than three months
after the mailing of the notice of allowance as though
no abandonment had ever occurred if the delay in payment
was unintentional. The petition to accept the
delayed payment must be:

(1) accompanied by the issue fee, unless it has been
previously submitted;

(2) accompanied by the fee for unintentionally
delayed payment (§ 1.17(m));

(3) accompanied by a statement that the delay was
unintentional. The statement must be a verified state-
ment if made by a2 person not registered to practice
before the Patent and Trademark Office. The Commis-
sioner may require additional information where there
is a question whether the delay was unintentional; and

(4) filed either:

(i) within one year of the date on which the
application became abandoned; or

(ii) within three months of the date of the first
decision on a petition under paragraph (b) of this section

R =59

whlch was filed wrthm one year of the date on whrch the - :

; apphcatlon became abandoned

(d) Any petmon pursuant to paragraph (b) of thls '

'sectlon not " filed within six- months of the date of !
abandonment of the apphcatlon muist be accompamed"' S
" by a terminal disclaimer with fee under §1.321 dedicat- .

ing to the pubhc a termmal part of the term of any patent g

granted thereon equwalent to the perlod of abandon-‘

ment of the apphcatlon Thé terminal. drsclalmer must
also apply to any patent granted on -any continuing
application entitled under 35 U. S.C. 120.t0 the benefit of
the filing date of the application for which revwal is
sought. :

(e) Any request for reconsideration or review of a
decision refusing to accept the delayed payment upon
petition filed pursuant to paragraphs (b) or (c) of this
section, to be considered timely, must be filed within two
months of the decision refusing to accept the delayed
payment or within such time as set in the decision.

(f) The time periods set forth in this section
cannot be extended, except that the three—month
period set forth in paragraph (c)(4)(ii) and the time
period set forth in paragraph (e) of this section may
be extended under the provisions of § 1.136.

[47 FR 41277, Sept. 17, 1982, effective date Oct. 1, 1982;
paras. (b) = (d) amended, paras. (¢) and (f) added, 58 FR 44277,
Aug. 20, 1993, effective Sept. 20, 1993]

PLANT PATENTS

§ 1.161 Rules applicable.

The rules relating to applications for patent for
other inventions or discoveries are also applicable to
applications for patents for plants except as otherwise
provided.

§ 1.162 Applicant, oath or declaration.

The applicant for a plant patent must be a person
who has invented or discovered and asexually repro-
duced the new and distinct variety of plant for which a
patent is sought (or as provided in §§ 1.42, 1.43, and
1.47). The oath or declaration required of the applicant,
in addition to the averments required by § 1.63, must
state that he or she has asexually reproduced the plant.
Where the plant is a newly found plant the oath or
declaration must also state that it was found in a
cultivated area.

{48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]
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§ 1163 Specification.

(a) The specification must contain as full and
complete a disclosure as possible of the plant and the

characteristics thereof that distinguish the same over
related known varieties, and its antecedents, and -must
particularly point out where and in what manner the
variety of plant has been asexually reproduced. In the
case of a newly found plant, the specification must

particularly point out the location and character of the

area where the plant was discovered.

(b) Two copies of the specification (including the
claim) must be submitted, but only one signed oath or
declaration is required. The second copy of the specifica-
tion may be a legible carbon copy of the original.

{24 FR 10332, Dec. 22, 1959; para. (b), 48 FR 2713, Jan. 20,
1983, effective Feb. 27, 1983]

§ 1164 Claim.

The claim shall be in formal terms to the new and
distinct variety of the specified plant as described and
illustrated, and may also recite the principal distinguish-
ing characteristics. More than one claim is not per-
mitted.

§ 1165 Piant Drawings.

(a) Plant patent drawings should be artistically
and competently executed and must comply with the
requirements of § 1.84. View numbers and reference
characters need not be employed unless required by
the examiner. The disclose all the distinctive charac-
teristics of the plant capable of visual representation.

(b) The drawing may be in color anid when color is a
distinguishing characteristic of the new variety, the
drawing must be in color. Two copies of color drawings or
color photographs must be submitted.

[24 FR 10332, Dec. 22, 1959; para. (b), 47 FR 41277, Sept.
17, 1982, effective Oct. 1, 1982; paras. (2) and (b) amended,
58 FR 38719, July 20, 1993, effective Oct. 1, 1993]

§ 1166 Specimens.

The applicant may be required to furnish specimens
of the plant, or its flower or fruit, in 2 quantity and ata
time in its stage of growth as may be designated, for study
and inspection. Such specimens, properly packed, must
be forwarded in conformity with instructions furnished
to the applicant. When it is not possible to forward such
specimens, plants must be made available for official
inspection where grown.
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§ 1167 Exammation. ; : ,
(a) Applxcatxons may ‘be submltted by the Patent -
- and Trademark Office to the Department of Agnculture

for study and report. ,
(b) Affidavits or declaratlons from quahfxed agrl- -

~ cultural or hortxcultural experts regardmg the. novelty

and distinctiveness of the varlety of plant may be
received when the need of such aff1dav1ts or declaratlons

i$ indicated.

{24 FR 10332, Dec. 22 1959; 34 FR 18857 Nov. 26 1969]
REISSUES

§ 1.171 Application for reissue.

An application for reissue must contain the same
parts required for an application for an original
patent, complying with all the rules relating thereto
except as otherwise provided, and in addition, must
comply with the requirements of the rules relating to
reissue applications. The application must be accom-
panied by a certified copy of an abstract of title or an
order for a title report accompanied by the fee set
forth in § 1.19(b)(4), to be placed in the file, and by an
offer to surrender the original patent (§ 1.178).

[47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982; revised,
54 FR 6893, Feb. 17, 1989, 54 FR 9432, March 7, 1989, effective
Apr. 17, 1989; 56 FR 65142, Dec. 13, 1991, effective Dec. 16,
1991

§ 1172 Applicants, assignees.

(a) A reissue oath must be signed and sworn to or
declaration made by the inventor or inventors except as
otherwise provided (see §§ 1.42, 1.43, 1.47), and must be
accompanied by the written assent of all assignees, if any,
owning an undivided interest in the patent, but a reissue
oath may be made and sworn to or declaration made by
the assignee of the entire interest if the application does
not seek to enlarge the scope of the claims of the original
patent.

(b) A reissue will be granted to the original paten-
tee, his legal representative or assigns as the interest may
appear.

[24 FR 10332, Dec. 22, 1959, para. (a), 48 FR 2713, Jan. 20,
1983, effective Feb. 27, 1983]

§ 1.173 Specification,

The specification of the reissue application must
include the entire specification and claims of the patent,
with the matter to be omitted by reissue enclosed in
square brackets; and any additions made by the reissue
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must be underlined, so that the old and the new
specifications and claims may be readily compared.
Claims should not be renumbered and the numbering of
claims added by reissue should follow the number-of the
highest numbered patent claim. No new matter shall be
introduced into the specification.

§ 1.174 Drawings.

(a) The drawings upon which the original patent
was issued may be used in reissue applications if no
changes whatsoever are to be made in the drawings. In
such cases, when the reissue application is filed, the
applicant must submit a temporary drawing which may
consist of a copy of the printed drawings of the patent or
a photoprint of the original drawings of the size required
for original drawing.

(b) Amendments which can be made in a reissue
drawing, that is, changes from the drawing of the patent, are
restricted.

[24 FR 10332, Dec. 22, 1959; para. (a), 48 FR 2713, Jan. 20,
1983, effective Feb. 27, 1983)

§ 1178 Reissue oath or declaration.

(a) Applicants for reissue, in addition to complying
with the requirements of § 1.63, must also file with their
applications a statement under cath or declaration as
follows:

(1) When the applicant verily believes the original
patent to be wholly or partly inoperative or invalid,
stating such belief and the reasons why.

(2) When it is claimed that such patent is so
inoperative or invalid “by reason of a defective specifica-
tion or drawing” particularly specifying such defects.

(3) When it is claimed that such patent is inopera-
tive or invalid “ by reason of the patentee claiming more
or less than he had the right to claim in the patent,”
distinctly specifying the excess or insufficiency in the
claims.

(4) [Reserved]

(5) Particularly specifying the errors relied upon,
and how they arose or occurred.

(6) Stating that said errors arose “without any
deceptive intention” on the part of the applicant.

(7) Acknowledging the duty to disclose to the
Office all information known to applicants to be material
to patentability as defined in § 1.56.

(b)y Corroborating affidavits or declarations of oth-
ers may be filed and the examiner may, in any case,
require additional information or affidavits or declara-
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tions concerning the apphcatlon for reissue and its
object.
f24 FR 10332, Dec. 22, 1959; 29FR 18503, Dec. 29, 1964

34 FR 18857, Nov. 26, 1969; para. (a), 47 FR 21752, May 19,
1982, effective July 1,1982; para. (a), 48 FR 2713, Jan. 20, 1983,

effective Feb. 27, 1983; para. (a)(7), 57 FR 2021 -Jan. 17, 1992,

effectwe Mar. 16, 1992]

§ 1.176 Examination of reissue.

An original claim, if re—presented in the reissue.
application, is subject to reexamination, and the entire
application will be examined in the same manner as
original applications, subject to the rules relating there-
to, excepting that division will not be required. Applica-
tions for reissue will be acted on by the examiner in
advance of other applications, but not sooner than two
months after the announcement of the filing of the
reissue application has appeared in the Official Gazette.

[42 FR 5595, Jan. 28, 1977]

§ 1.177 Reissue in divisions.

The Commissioner may, in his or her discretion,
cause several patents to be issued for distinct and
separate parts of the thing patented, upon demand of the
applicant, and upon payment of the required fee for each
division. Each division of a reissue constitutes the
subject of a separate specification descriptive of the part
or parts of the invention claimed in such division; and the
drawing may represent only such part or parts, subject to
the provisions of §§ 1.83 and 1.84. On filing divisional
reissue applications, they shall be referred to the
Commissioner. Unless otherwise ordered by the Com-
missioner upon petition and payment of the fee set forth
in § 1.17(i), all the divisions of a reissue will issue
simultaneously; if there is any controversy as to one
division, the others will be withheld from issue until the
controversy is ended, unless the Commissioner orders
otherwise.

[47 FR 41278, Sept. 17, 1982, effective date Oct. 1, 1982;
revised, 54 FR 6893, Feb. 15, 1989, 54 FR 9432, March 7, 1989,
effective Apr. 17, 1989; revised, 60 FR 20195, Apr. 25, 1995,
effective June 8, 1995]

§ 1.178 Original patent.

The application for a reissue must be accompa-
nied by an offer to surrender the original patent. The
application should also be accompanied by the original
patent, or if the original is lost or inaccessible, by an
affidavit or declaration to that effect. The application
may be accepted for examination in the absence of the
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original patent or the affidavit or declaration, but one
or the other must be supplied before the case is
allowed. If a reissue be refused, the original patent will
be returned to applicant upon his request.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969]

§ 1179 Notice of reissue application.

When an application for a reissue is filed, there will
be placed in the file of the original patent a notice stating
that an application for reissue has been filed. When the
reissue is granted or the reissue application is otherwise
terminated, the fact will be added to the notice in the file
of the original patent.

©

PETITIONS AND ACTIONS BY THE
COMMISSIONER

§ 1.181 Petition to the Commissioner.

(a) Petition may be taken to the Commissioner: (1)
From any action or requirement of any examiner in the
ex parte prosecution of an application which is not
subject to appeal to the Board of Patent Appeals and
Interferences or to the court; (2) in cases in which a
statute or the rules specify that the matter is to be
determined directly by or reviewed by the Commis-
sioner; and (3) to invoke the supervisory authority of
the Commissioner in appropriate circumstances. For peti-
tions in interferences, see § 1.644.

(b) Any such petition must contain a statement of
the facts involved and the point or points to be reviewed
and the action requested. Briefs or memoranda, if any, in
support thereof should accompany or be embodied in
the petition; and where facts are to be proven, the proof
in the form of affidavits or declarations (and exhibits, if
any) must accompany the petition.

(c) When a petition is taken from an action or
requirement of an examiner in the ex parte prosecution
of an application, it may be required that there have
been a proper request for reconsideration (§ 1.111) and
a repeated action by the examiner. The examiner may be
directed by the Commissioner to furnish a written
statement, within a specified time, setting forth the
reasons for his decision upon the matters averred in the
petition, supplying a copy thereof to the petitioner.

(d) Where a fee is required for a petition to the
Commissioner the appropriate section of this part will so
indicate. If any required fee does not accompany the
petition, the petition will be dismissed.
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(e) Oral hearing will not be granted except when .

considered necessary by the Commissioner. '
(f) ‘Except as otherwis¢ provide'd"in 'ihese rules, any

such petition not filed within 2 months from the action
complained of, may be diémissedy as untimely. The mere
filing of a petition will not s'tay the pe'ri'o‘d for reply to an
Examiner’s action which may be running against an
application, nor-act as a stay of other proceedings.

(g) The Commissioner may delegate to appropriate
Patent and Trademark Office officials the determihation
of petitions.

[24FR10332,Dec.22,1959;34 FR 18857, Nov. 26, 1969;
paras.(d)and(g),47FR41278,Sept. 17,1982, effective Oct. 1,
1982; para.(2),49FR 48416,Dec. 12,1984, effective Feb. 11,
1985]

§ 1.182 Questions not specifically provided for.

All cases not specifically provided for in the regu-
lations of this part will be decided in accordance with
the merits of each case by or under the authority of
the Commissioner, and such decision will be communi-
cated to the interested parties in writing, Any petition
seeking a decision under this section must be accom-
panied by the petition fee set forth in § 1.17(h).

[47FR41278,Sept. 17,1982, effective date Oct. 1,1982]

§ 1.183 Suspension of rules.

In an extraordinary situation, when justice re-
quires, any requirement of the regulations in this part
which is not a requirement of the statutes may be
suspended or waived by the Commissioner or the
Commissioner’s designee, sua sponte, or on petition of
the interested party, subject to such other requirements
as may be imposed. Any petition under this section must
be accompanied by the petition fee set forth in § 1,17(h).

[47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.184 Reconsideration of cases decided by former
Commissioners.

Cases which have been decided by one Commission-
er will not be reconsidered by his successor except in
accordance with the principles which govern the granting
of new trials.
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APPEAL TO THE BOARD OF PATENT
APPEALS AND INTERFERENCES

AUTHORITY: Secs L 191 to 1 198 also 1ssued undet 35U, S C. 134 C

§ 1.191 Appeal te Board of Patent Appeals and
Interferences.

patent, or every owner of a patent under reexamination,
any of the claims of which have been twice rejected or
who has been given a final rejection (§ 1.113), may, upon
the payment of the fee set forth in § 1.17(e), appeal from
the decision of the examiner to the Board of Patent
Appeals and Interferences within the time allowed for
response. ‘

(b) The appeal in an application or reexamination
proceeding must identify the rejected claim or claims
appealed, and must be signed by the applicant, patent
owner, or duly authorized attorney or agent.

(c) An appeal when taken must be taken from the
rejection of all claims under rejection which the appli-
cant or patent owner proposes to contest. Questions
relating to matters not affecting the merits of the
invention may be required to be settled before an appeal
can be considered.

(d) The time periods set forth in §§ 1.191 and
1.192 are subject to the provisions of § 1.136 for patent
applications and § 1.550(c) for reexamination proceed-
ings. The time periods set forth in §§ 1.193, 1.194,
1.196, and 1.197 are subject to the provisions of
§ 1.136(b) for patent applications or § 1.550(c) for
reexamination proceedings. See § 1.304(a) for exten-
sions of time for filing a notice of appeal to the U.S.
Court of Appeals for the Federal Circuit or for
commencing a civil action.

(e) Jurisdiction over the application or patent
under reexamination passes to the Board of Patent
Appeals and Interferences upon transmittal of the file,
including all briefs and examiner’s answers, to the Board.
Prior to the entry of a decision on the appeal, the Com-
missioner may sua sponte order the application remand-
ed to the examiner.

[46 FR 29183, May 29, 1981, para. (a), 47 FR 41278, Sept.
17, 1982, effective Oct. 1, 1982; para. (d), 49 FR 555, Jan. 4, 1984,
effective Apr. 1, 1984; 49FR 48416, Dec. 12, 1984, effective Feb.
11, 1985; paras. (b) and (d) amended, para. (¢) added, 54 FR

29553, July 13, 1989, effective Aug, 20, 1989; para. (d) revised, -

58 FR 54504, Oct. 22, 1993, effective Jan 3, 1994]
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. ttme is later, flle A
) accompamed by

s

s § 1192 Appellant’s brlef

(a) Appellant shall, within 2 tttonths from the date

: of the notice of appeal under § 1. 191 or wnthm the ttme, : o
 allowed for response to the action appealed from, ifsuch
D] lef in tnphcate The brief mustbe. - o
thv,m § 1. 17(f)::‘_ SO

_-and ‘must ‘set- forth the authorltxes d 'guments on o
(a) Every appltcant for a patent or for reissue of a -

th tequmte fee se

which - appellant will rely to mamtam the appeal Any' '

arguments or. authonttes not mcluded in the bnef wnll be - o ;f o

refused consideration’ by the Board of Patent APPealsif
and Interferences, unless good cause is shown. -

- (b) On failure to file ‘the brief, awompamed by the RN

requisite fee, within the ttme allowed, the appeal shaﬂ stand
dismissed.

(c) The brief shall contain the following items
under appropriate headings and in the order indicated -
below unless the brief is filed by an applicant who is not
represented by a registered practitioner: ‘

(1) Real party in interest. A statement identifying the
real party in interest, if the party named in the t.aptmn of
the brief is not the real party in interest.

(2) Related appeals and interferences. A statement
identifying by number and filing date all other appeals or
interferences known to appellant, the appellant’s legal
representative, or assignee which will directly affect or
be directly affected by or have a bearing on the Board's
decision in the pending appeal.

(3) Status of claims. A statement of the status of all
the claims, pending or canceled, and identifying the
claims appealed.

(4) Status of amendmenis, A statement of the status
of any amendment filed subsequent to final rejection.

(5) Summary of invention. A concise explanation of
the invention defined in the claims involved in the
appeal, which shall refer to the specification by page and
line number, and to the drawing, if any, by reference
characters.

(6) Issues. A concise statement of the issues
presented for review.

(7) Grouping of claims. For each ground of rejec-
tion which appellant contests and which applies to a
group of two or more claims, the Board shall select a
single claim from the group and shall decide the appeal
as to the ground of rejection on the basis of that claim
alone unless a statement is included that the claims of the
group do not stand or fall together and, in the argument
under paragraph (c)(8) of this section, appellant cx-
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plains why the claims. of the group are believed to be
separately patentable. Merely pointing out differences
in what the claims cover is not an argument as to why the
claims arc separately patentable.

(8) Argument. The contentions of appellant with
respect to cach of the issues presented for review in
paragraph (c)(6) of this section, and the basis therefor,
with citations of the authorities, statutes, and parts of the
record relied on. Each issue should be treated under a
separate heading.

(i) For each rejection under 35 U.S.C. 112, first
paragraph, the argument shall specify the errors in the
rejection and how the first paragraph of 35 U.S.C. 112 is
complied with, inciuding, as appropriate, how the
specification and drawings, if any,

(A) describe the subject matter defined by each of
the rejected claims,

(B) enable any person skilled in the art to make
and use the subject matter defined by each of the
rejected claims, and

(C) set forth the best mode contemplated by the
inventor of carrying out his or her invention.

(ii) For each rejection under 35 US.C. 112, second

paragraph, the argument shall specify the errors in the
rejection and how the claims particularly point out and
distinctly claim the subject matter which applicant
regards as the invention.

(iii) For each rejection under 35 U.S.C. 102, the
argument shall specify the errors in the rejection
and why the rejected claims are patentable under
35 U.S.C. 102, including any specific limitations in the
rejected claims which are not described in the prior art
relied upon in the rejection.

(iv)For each rejection under 35 U.S.C. 103, the
argument shall specify the errors in the rejection and, if
appropriate, the specific limitations in the rejected
claims which are not described in the prior art relied on
in the rejection, and shall expiain how such limitations
render the claimed subject matter unobvious over the
prior art, If the rejection is based upon a combination of
references, the argument shall explain why the refer-
ences, taken as a whole, do not suggest the claimed
subject matter, and shall include, as may be appropriate,
an explanation of why features disclosed in one refer-
enice may not properly be combined with features
disclosed in another reference. A general argument that
all the limitations are not described in a single reference
does not satisfy the requirements of this paragraph.

Rev. 1, Sept. 1995

MANUAL OF PATENT EXAMIN_ING PROCEDURE, o

(v) For any rejectlon other than those referred to in

‘ paragraphs (eX(8)(1) . to. (1v) of this sectlon, the argument.
“shall specnfy the errors in the re]ectron and the specnﬁcg.,’ .

: llmltatlons in the' rejected claims, lf approprlate ‘or other‘ R
_reasons, whlch cause the- l'CjCCthﬂ tobein error '

(9) Appendtx An appendlx ccntammg a copy of the_ i

claims involved in the appeal.
(d) If a brief is filed which does not comply w1th all S
“the r_equirements of paragraph (c) of this" section, .
appellant will be notified of the reasons for non~com-

pliance and provided with a period of one month within
which to file an amended brief. If appellant does not file
an amended brief during the one —~month period, or files
an amended brief which does not overcome all the
reasons for non—compliance stated in the notification,
the appeal will stand dismissed.

[36 FR 5850, Mar. 30, 1971; para. (a), 47 FR 41278, Sept. 17,
1982, effective Oct. 1, 1982; para. (a), 49 FR 556, Jan. 4, 1984,
effective Apr. 1,1984; 53FR 23734, June 23, 1988, effective Sept.
12, 1988, para. (a), (c), and (d) revised, 58 FR 54504, Oct. 22,
1993, effective Jan 3, 1994; paras. (a)~(c) revised, 60 FR 14488,
Mar 17, 1995, effective Apr. 21, 1995]

§ 1.193 Examiner's answer.

(a) The primary examiner may, within such time
as may be directed by the Commissioner, furnish a
written statement in answer to the appellant’s brief
including such explanation of the invention claimed
and of the references and grounds of rejection as may
be necessary, supplying a copy to the appellant. If the
primary examiner shall find that the appeal is not
regular in form or does not relate to an appealable
action, he shall so state and a petition from such
decision may bte taken to the Commissioner as
provided in § 1.181.

(b) The appellant may file a reply brief directed
only to such new points of argument as may be raised in
the examiner’s answer, within two months from the date
of such answer, The new points of argument shall be
specifically identified in the reply brief. If the examiner
determines that the reply brief is not directed only to new
points of argument raised in the examiner’s answer, the
examiner may refuse entry of the reply brief and will so
notify the appellant. If the examiner’s answer expressly
states that it includes a new ground of rejection,
appellant must file a reply thereto within two months
from the date of such answer to avoid dismissal of the
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appeal as to the claims subject to the new ground of

rejection; such reply may be accompanied by any

amendment or material appropriate to the new ground.
See § 1.136(b) for extensions of time for filing a reply
bricfin a patent application and § 1.550(c) for extensions
of time in a reexamination proceeding,

[24 FR 10332, Dec. 22, 1959; 34 FR 18858, Nov.26, 1969;
para. (c), 47 FR 21752, May 19, 1982, added effective July 1,
1982; para. (b), 50 FR 9382, Mar. 7, 1985, effective May 8, 1985;
53 FR 23735, June 23, 1988, effective Sept. 12, 1988; para. (c)
deleted, 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992; para.
(b) revised, 58 FR 54504, Oct. 22, 1993, effective Jan 3, 1994]

§ 1.194 Oral hearing.

(a) An oral hearing should be requested only in
those circumstances in which the appellant considers
such a hearing necessary or desirable for a proper
presentation of his appeal. An appeal decided without
an oral hearing will receive the same consideration by
the Board of Patent Appeals and Interferences as
appeals decided after oral hearing.

(b) If appellant desires an oral hearing, appel-
lant must file a written request for such hearing
accompanied by the fee set forth in § 1.17(g) within
two months after the date of the examiner’s answer. If
appellant requests an oral hearing and submits there-
with the fee set forth in § 1.17(g), an oral argument
may be presented by, or on behalf of, the primary
examiner if considered desirable by either the primary
examiner or the Board. See § 1.136(b) for extensions
of time for requesting an oral hearing in 2 patent
application and § 1.550(c) for extensions of time in a
reexamination proceeding.

(c) If no request and fee for oral hearing have
been timely filed by the appellant, the appeal will be
assigned for consideration and decision. If the appellant
has requested an oral heasing and has submitted the fee
set forth in § 1.17(g), a day of hearing will be set, and
due notice thereof given to the appellant and to the
primary examiner. Hearing will be held as stated in the
notice, and oral argument will be limited to twenty minutes
for the appellant and fifteen minutes for the primary
examiner unless otherwise ordered before the hearing
begins,

[42 FR 5595, Jan. 28, 1977; paras. (b) & (c), 47 FR 41278,
Sept. 17, 1982, effective Oct. 1, 1982; para. (a), 499 FR 48416, Dec.
12, 1984, effective Feb. 11, 1985; para. (b) revised 53 FR 23735,
June 23, 1988, effective Sept. 12, 1988; para. (b) revised, S8 FR
54504, Oct. 22, 1993, effective Jan 3, 1994]
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§ L 195 Aﬂldavnts or dedamtions after appeal.

Affidavits, declaratlons, or exhlblts submltted,‘ff

after the case has been appealed willnot be admitted :
: withouta showing of good and sufflcxent reasons why o

they were not earher presented

[34 FR 18858 Nov 26, 1969]

§ L196 Decision by the Board of Patent Appeals and g
Interferences.

(3) The Board of Patent Appeals and Interfer-
ences, in its decision, may affirm or reverse the decision of
the examiner in whole or in part on the grounds and
on the claims specified by the examiner or remand
the application to the examiner for further consideration.
The affirmance of the rejection of a claim on any of the
grounds specified constitutes a general affirmance
of the decision of the examiner on that claim, except
as to any ground specifically reversed.

(b) Should the Board of Patent Appeals and
Interferences have knowledge of any grounds not
involved in the appeal for rejecting any appealed
claim, it may include in the decision a statement to
that effect with its reasons for so holding, which
statement shall constitute a new rejection of the
claims. A new rejection shall not be considered final
for purposes of judicial review. When the Board of Patent
Appeals and Interferences makes a new rejection of an
appealed claim, the appellant may exercise any one of the
following two options with respect to the new
ground:

(1) The appellant may submit an appropriate amend-
ment of the claims so rejected or a showing of facts,
or both, and have the matter reconsidered by the
examiner in which event the application will be remanded
to the examiner. The statement shall be binding upon the
examiner unless an amendment or showing of facts not
previously of record be made which, in the opinion of the
examiner, overcomes the new ground for rejection
stated in the decision. Should the examiner again
reject the application, the applicant may again appeal
to the Board of Patent Appeals and Interferences.

(2) The appellant may have the case reconsidered
under § 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. The request for re-
consideration shall address the new ground for rejection
and state with particularity the points believed to have

Rev. 1, Sept, 199§

§1 196‘



§ 1.197

been mlsapprehended or overlooked in rendermg the -

decision and also state all other grounds upon which

reconsideration is sought. Where request for such

reconsideration is made the Board of Patent Appeals

and Interferences shall reconsider the new ground.for
rejection and, if necessary, render anew decision which

shall include all grounds upon which a patent is re_fus'éd.
The decision on reconsideration is deemed to incorpo-
rate the earlier decision, except for those portions
specifically withdrawn on reconsideration, and is final
for the purpose of judicial review.

(c) Should the decision of the Board of Patent
Appeals and Interferences include an explicit statement
that a claim may be allowed in amended form, appellant
shall have the right to amend in conformity with such
statement which shall be binding on the examiner in the
absence of new references or grounds of rejection.

(d) Although the Board of Patent Appeals and
Interferences normally will confine its decision to a
review of rejections made by the examiner, should it have
knowledge of any grounds for rejecting any allowed
claim, it may include in its decision a recommended
rejection of the claim and remand the case to the
examiner. Insuch event, the Board shall set a period, not
less than one month, within which the appellant may
submit to the examiner an appropriate amendment, a
showing of facts or reasons, or both, in order to avoid
the grounds set forth in the recommendation of the
Board of Patent Appeals and Interferences. The examin-
er shall be bound by the recommendation and shall enter
and maintain the recommended rejection unless an
amendment or showing of facts not previously of record
is filed which, in the opinion of the examiner, overcomes
the recommended rejection. Should the examiner make
the recommended rejection final, the applicant may
again appeal to the Board of Patent Appeals and
Interferences.

(e) Whenever a decision of the Board of Patent
Appeals and Interferences includes a remand, that
decision shall not be considered a final decision. When
appropriate, upon conclusion of proceedings on re-
mand before the examiner, the Board of Patent
Appeals and Interferences may enter an order other-
wise making its decision final.

(f) See § 1.136(b) for extensions of time to take
action under this section in a patent application and

Rev. 1, Sept. 1995
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: § 1 550(c) for extensmns of tlme m a reexammatlon' '
;proceedmg ‘ ' '

[24FR 10332, Dec. 12,1959; 49FR 20183, May29 1981 :

49 FR 48416, Dec. 12, 1984, effective Feb. 12, 1985:para.(b) .

revised §3 FR 23735, June 23, 1988 effectlve-Sept 12,1988;

- paras. (a) (b) & (d) amended paras (e)‘&!'__)added 54 FR-
29552, July 13,1989, effectlveAug 20,19
58 FR 54504 Oct, 22, 1993 effectnve Jan3 1994]

,"para ()1 revnsed ‘

§ 1. 197 Action followmg deusxon

(a) After decision by the Bou: of Patent Appeals
and Interferences, the case shall be returned to the
examiner, subject to the appellant’s right of appeal or
other review, for such further action by the appellant
or by the examiner, as the condition of the case may
require, to carry into effect the decision.

(b) A single request for reconsideration or modi-
fication of the decision may be made if filed within
one month from the date of the original decision,
unless the original decision is so modified by the
decision on reconsideration as to become, in effect, a
new decision, and the Board of Patent Appeals and
Interferences so states. The request for reconsidera-
tion shall state with particularity the points believed to
have been misapprehended or overlooked in rendering
the decision and also state all other grounds upon
which reconsideration is sought. See § 1.136(b) for
extensions of time for seeking reconsideration in a
patent application and § 1.550(c) for extensions of
time in a reexamination proceeding.

(c) Termination of proceedings.

Proceedings are considered terminated by the
dismissal of an appeal or the failure to timely file an
appeal to the court or a civil action (§ 1.304) except: (1)
where claims stand allowed in an application or (2)
where the nature of the decision requires further action
by the examiner. The date of termination of proceedings
is the date on which the appeal is dismissed or the date
on which the time for appeal to court or review by civil
action (§ 1.304) expires. If an appeal to the court or a civil
action has been filed, proceedings are considered
terminated when the appeal or civil action is terminated.
An appeal to the U.S. Court of Appeals for the Federal
Circuit is terminated when the mandate is received by
the Office. A civil action is terminated when the time to
appeal the judgment expires.
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[46 FR 29184, May 29, 1981; para, (a), 47 FR 41278, Sept.

- mformatlon required by th1s sectlon
effective Apr..1, 1984; paras. (a) and (b), 49 FR 48416, Dec. . -

17, 1982, effective Oct. 1, 1982; 49 FR 556, Jan. 4, 1984,

12, 1984, effective Feb. 11, 1985; paras. (b) and (c), 54 FR

29552, July 13,1989, effective Aug, 20, 1989; para. (b) revised, - :

58 FR 54504, Oct‘, 22, 1993, effective Jan 3, 1994]

§ 1.198 Reopening after decision.

Cases which have been decided by the Board of
Patent Appeals and Interferences will not be reopened
or reconsidered by the primary examiner except under

the provisions of § 1.196 without the written authority of

the Commissioner, and then only for the consideration
of matters not already adjudicated, sufficient cause
being shown.

{49 FR 48416, Diec. 12, 1984, effective date Feb. 11, 1985]

MISCELLANEQUS PROVISIONS

§ 1248 Service of papers; manner of service; proof
of service in cases other than interferences.

(a) Service of papers must be on the attorney or
agent of the party if there be such or on the party if
there is no attorney or agent, and may be made in any of
the following ways:

(1) By delivering a copy of the paper to the person
served;

(2) By leaving a copy at the usual place of business of
the person served with someone in his employment;

(3) When the person served has no usual place of
business, by leaving a copy at the person’s residence, with
some person of suitable age and discretion who resides
there;

(4) Transmissions by first class mail. When service is
by mail the date of mailing will be regarded as the date of
service.

(5) Whenever it shall be satisfactorily shown to the
Commissioner that none of the above modes of
obtaining or serving the paper is practicable, setvice may
be by notice published in the Official Gazette.

(b) Papers filed in the Patent and Trademark Office
which are required to be served shall contain proof of
service. Proof of service may appear on or be affixed to
papers filed. Proof of service shall include the date and
manner of service. In the case of personal service, proof of
service shall also include the name of any person served,
certified by the person who made service. Proof of setvice
may be made by: (1) an acknowledgement of service by
or on behalf of the person served or (2) a statement
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(c) See § 1.646 for s semce of papers in’ interferenoes

o [46 FR 29184 May 29 1981 49 FR48416 Dec 12 1984' fiil.} R
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§ 1.291 Protests by the pubhc agamst pendmg
. applications, :

(a) Protests by a member of the public against
pending applications will be referred to the examiner
having charge of the subject matter involved. A protest
specifically identifying the application to which the
protest is directed will be entered in the application file
if:

(1) The protest is timely submitted; and

(2) The protest is either served upon the applicant
in accordance with § 1.248, or filed with the Office in
duplicate in the event service is not possible.

Protests raising fraud or other inequitable conduct
issues will be entered in the application file, generally
without comment on those issues. Protests which do not
adequately identify a pending patent application will be
disposed of and will not be considered by the Office.

(b) A protest submitted in accordance with the second
sentence of paragraph (a) of this section will be
considered by the Office if it includes (1) a listing of the
patents, publications, or other information relied upon;
(2) a concise explanation of the relevance of each listed
item; (3) a copy of each listed patent or publication or
other item of information in written form or at least the
pertinent portions thereof; and (4) an English language
translation of all the necessary and pertinent parts of any
non—English language patent, publication, or other
item of information in written form relied upon.

(c) A member of the public filing a protest in an
application under paragraph (a) of this section will not
receive any communications from the Office relating to
the protest, other than the return of a self—addressed
postcard which the member of the public may include
with the protest in order to receive an acknowledgment
by the Office that the protest has been received. The
Office may communicate with the applicant regarding
any protest and may require the applicant to respond
to specific questions raised by the protest. In the
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absence ofa request by the Offlce an applrcant has

which could not have been earher presented.

[47FR21752, May19 1982 effectlveJulyl 1982 paras .

(a)and(c),57FR2021,Jan.17,1992, effective Mar. 16, 1992]
§ 1292 Public use proceedings.

(a) When a petition for the institution of public use

proceedings, supported by affidavits or declarations and

the fee set forth in § 1.17(j), is filed by one having
information of the pendency of an application and is
found, on reference to the examiner, to make a prima
facie showing that the invention claimed in an applica-
tion believed to be on file had been in public use or on
sale more than one year before the filing of the
application, a hearing may be had before the Commis-
sioner to determine whether a public use proceeding
should be instituted. If instituted, the Commissioner
may designate an appropriate official to conduct the
public use proceeding, including the setting of times for
taking testimony, which shall be taken as provided by
§§ 1.671 through 1.685. The petitioner will be heard in
the proceedings but after decision therein will not be
heard further in the prosecution of the application for
patent.

(b) The petition and accompanying papers should
either: (1) Reflect that a copy of the same has been
served upon the applicant or upon his attorney or agent
of record; or (2) be filed with the Office in duplicate in
the event service is not possible. The petition and
accompanying papers, or a notice that such a petition has
been filed, shall be entered in the application file.

(c) A petition for institution of public use proceed-
ings shall not be filed by a party to an interference as to
an application involved in the interference. Public use
and on sale issues in an interference shall be raised by a
preliminary motion under § 1.633(a).

[42FR 5595,)an. 28, 1977; para.(a),47TFR 41279, Sept.
17, 1982; paras. (a) and (c), 49 FR 48416, Dec. 12, 1984,
effective Feb. 12, 1985]

§ 1.293 Statutory invention registration,
(a) An applicant for an original patent may
request, at any time during the pendency of appli-
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cant s pendlng complete apphcatlon that the specnfrca- R
no duty to, and need:not, respond to a protest. The: ;'_tlon and drawmgs be pubhshed as . _statutory mventron o
limited involvement of the member of the public " e signed by (1) tt
filing a protest: pursuant to paragraph (a) of - thrs‘
section ends with the filing of the’ protest and no' -
further submission on-behalf of the protestor willbe .

considered unless: such submission raises new rssues‘ -

i patent on the 1nvent10n clarmed effectlve upon f the dat‘ & ke
~of publrcatron of the statutory invention reglstratron,

(2) The reqmred fee for flllng a request for pub-. -

" lication of a statutory mventlon Tegistration as prov1ded for .

in § 1.17(n) ot (o); : :

(3) A statement that in the ‘opinion of the
requester, the application to which the Tequest is
directed meets the requirements of 35 U.S.C. 112; and

(4) A statement that, in the opinion of the request-
er, the application to which the request is directed
complies with the formal requirements of this part for
printing as a patent. |

(c) A waiver filed with a request for a statutory
invention registration will be effective, upon publication
of the statutory invention registration, to waive the
inventor’s right to receive a patent on the invention
claimed in the statutory invention registration, in any
application for an original patent which is pending on, or
filed after, the date of publication of the statutory
invention registration. A waiver filed with a request for a
statutory invention registration will not affect the rights
of any other inventor even if the subject matter of the
statutory invention registration and an application of
another inventor are commonly owned. A waiver filed
with a request for a statutory invention registration will
not affect any rights in a patent to the inventor which
issued prior to the date of publication of the statutory
invention registration unless a reissue application is filed
seeking to enlarge the scope of the claims of the patent.
See also § 1.106(e).

{50 FR 9382, Mar. 7, 1985, effective date May 8, 1985)

§ 1294 Examination of request for publication of a
statutory invention registration and patent
application to which the requestis directed.

(a) Any request for a statutory invention regis-
tration will be examined to determine if the requirements
of § 1.293 have been met. The application to which the

request is directed will be examined to determine (1)
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if the subject matter of the application is appropnate for
 publication, (2) if the requirements for pubhcauon are met, ‘
and (3) if the requirements of 35 U.S.C. 112 and.

§ 1.293 of this part are met.

(b) Applicant will be notified of the results: of the
examination set forth in paragraph (a) of this section. If the -

requirements of § 1.293 and this section are not met
by the request filed, the notification to applicant will
set a period of time within which to comply with the
requirements in order to avoid abandonment of the
application. If the application does not meet the
requirements of 35 U.S.C. 112, the notification to
applicant will include a rejection under the appropriate
provisions of 35 U.S.C. 112. The periods for response
established pursuant to this section are subject to
the extension of time provisions of § 1.136. After
response by the applicant, the application will again
be considered for publication of a statutory inven-
tion registration. If the requirements of § 1.293 and
this section are not timely met, the refusal to publish
will be made final. If the requirements of 35 U.S.C.
112 are not met, the rejection pursuant to 35 U.S.C.
112 will be made final.

(c) If the examination pursuant to this section
results in approval of the request for a statutory
invention registration the applicant will be notified of
the intent to publish a statutory invention registration.

[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985)

§ 1295 Review of decision finally refusing to publish a
statutory invention registration,

(a) Any requester who is dissatisfied with the final
refusal to publish a statutory invention registration for
reasons other than compliance with 35 U.S.C. 112 may
obtain review of the refusal to publish the statutory
invention registration by filing a petition to the Commis-
sioner accompanied by the fee set forth in
§ 1.17(h) within one month or such other time as is set in
the decision refusing publication. Any such petition
should comply with the requirements of § 1.181(b). The
petition may include a request that the petition fee be
refunded if the final refusal to publish a statutory
invention registration for reasons other than com-
pliance with 35 U.S.C. 112is determined to result from
an error by the Patent and Trademark Office.

(b) Any requester who is dissatisfied with a
decision finally rejecting claims pursuant to 35 US.C. 112
may obtain review of the decision by filing an appeal to

a‘statutory’ mventlon reglstratlon will. be approved‘

" and the registration publlshed if all of the other

pI'OVlSlOl‘lS of §. 1.293.and this sectlon are met.
[S0FR 9382, Mar 7 1985, etfecnve May 8 1985]

§ 1.296 Withdrawal of request t'or publlcatron of
- statutory invention reglstmtlon.

A request for a statutory invention reglstratlon ~
which has been filed may _be,wrt}_rdrawn priorto the date

of the notice of the intent to publish a statutory invention
registration issued pursuant to § 1.294(c) by filing a
request to withdraw the request for publication of a
statutory invention registration. The request to with-
draw may also include a request for a refund of any
amount paid in excess of the application filing fee and a
handling fee of $130.00 which will be retained. Any
request to withdraw the request for publication of a
statutory invention registration filed on or after the date
of notice of intent to publish issued pursuant to
§ 1.294(c) must be in the form of a petition pursuant to
§ 1.183 accompanied by the fee set forth in § 1.17(h).

[SO FR 9382, Mar. 7, 1985, effective date May 8, 1985;
revised, 54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989; 56
FR 65142, Dec. 13, 1991, effective Dec. 16, 1991]

§ 1297 Publication of statutory invention registration.

(a) If the request for a statutory invention registra-
tion is approved, the statutory invention registration will
be published. The statutory invention registration will be
mailed to the requester at the correspondence address as
provided for in § 1.33(a). A notice of the publication of
each statutory invention reglstratron will be published in
the Official Gazette.

(b) Each statutory invention registration published
will include a statement relating to the attributes of a
statutory invention registration. The statement will read
as follows:

A statutory invention registration is not a
patent, [t has the defensive attributes of a patentbut
does not have the enforceable attributes of a patent.
Noarticleoradvertisementorthelikemayusetheterm
patent, or any term suggestive of a patent, when
referring to a statutory invention registration. For
morespecificinformationontherightsassociatedwith
astatutory invention registration see 35 U.8.C. 157,

[50 FR 9382, Mar. 7, 1985, effective May 8, 1985; 50 FR
31826, Aug. 6, 1985, effective Oct. 5, 1985]
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§ 1.301
REVIEW OF PATENT AND TRADEMARK OFFICE
DECISIONS BY COURT
§ 1301 Appeal to US. Court of Appeals for the Federal
Circuit.

Any applicant or any owner of a patent involvedin a
reexamination proceeding dissatisfied with the decision
of the Board of Patent Appeals and Interferences, and
any party to an interference dissatisfied with the decision
of the Board of Patent Appeals and Interferences, may
appeal to the U.S. Court of Appeals for the Federal
Circuit. The appellant must take the following steps in
such an appeal: (a) In the Patent and Trademark Office
file a written notice of appeal directed to the Commis-
sioner (see § 1.302 and § 1.304); and (b) in the Court, file
a copy of the notice of appeal and pay the fee for appeal
as provided by the rules of the Court.

[47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR 9383, Mar. 7,
1985, effective May 8, 1985; 54 FR 29552, July 13, 1989, effective
Aug. 20, 1989]

§ 1302 Notice of appesl.

(a) When an appeal is taken to the U.S. Court of
Appeals for the Federal Circuit, the appellant shall
give notice thereof to the Commissioner within the
time specified in § 1.304.

(b) In interferences, the notice must be served
as provided in § 1.646.

(¢) A notice of appeal, if mailed to the Office,
shall be addressed as follows: Box 8, Commissioner
of Patents and Trademarks, Washington, DC 20231.

[24 FR 10332, Dec.22,1959; para. (a),47FR47381,0ct.
26, 1982, effective Oct. 26, 1982; 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985; 50 FR 9383, Mar. 7, 1985, effective
May 8, 1985; para. (c) added, 53 FR 16414, May 8, 1988]

§ 1303 Civil action under 35 US.C. 145, 146, 306.

(a) Any applicant or any owner of a patent
involved in a reexamination proceeding dissatisfied
with the decision of the Board of Patent Appeals and
Interferences, and any party dissatisfied with the
decision of the Board of Patent Appeals and Interfer-
ences may, instead of appealing to the the U.S. Court
of Appeals for the Federal Circuit (§ 1.301), have
remedy by civil action under 35 U.S.C. 145 or 146, as
appropriate. Such civil action must be commenced
within the time specified in § 1.304.

(b) If an applicant in an ex parte case or an owner
of a patent involved in a reexamination proceeding has
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taken an appeal to the U.S. Court of Appeals for the
Federal Circuit, he or she thereby waives his or her
right to proceed under 35 U.S.C. 145.

(c) If any adverse party to an appeal taken to the
U.S. Court of Appeals for the Federal Circuit by a
defeated party in an - interference. proceéding files
notice with the Commissioner within twenty days after
the filing of the defeated partys notice of appeal to
the court (§ 1.302), that he or she elects to have all
further proceedings conducted as provided in 35
U.S.C. 146, the notice of election must be served as
provided in § 1.646.

(47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; 49
FR 48416, Dec, 12, 1984, effective Feb. 11, 1985; para. (c),
54 FR 29553, July 13, 1989, effective Aug. 20, 1989]

§ 1304 Time for appeal or civil action.

(a)(1) The time for filing the notice of appeal to the
U.S. Court of Appeals for the Federal Circuit (§ 1.302)
or for commencing a civil action (§ 1.303) is two months
from the date of the decision of the Board of Patent
Appeals and Interferences. If a request for reconsidera-
tion or modification of the decision is filed within the
time period provided under § 1.197(b) or § 1.658(b), the
time for filing an appeal or commencing a civil action
shall expire two months after action on the request. In
interferences, the time for filing a cross—appeal or
cross—action expires:

(i) 14 days after service of the notice of appeal or
the summons and complaint, or

(ii) Two months after the date of decision of the
Board of Patent Appeals and Interferences, whichever is
later.

(2)(2) The time periods set forth in this section are
not subject to the provisions of §§ 1.136, 1.550(c) or
1.645 (a) or (b).

(a)(3) The Commissioner may extend the time
for filing an appeal or commencing a civil action:

(i) For good cause shown if requested in writing
before the expiration of the period for filing an appeal or
commencing a civil action, or

(ii) Upon written request after the expiration of
the period for filing an appeal or commencing a civil
action upon a showing that the failure to act was the
result of excusable neglect.
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(b) The timesspecified in this sectionin. days are .

calendar days. The time specified herein in months

are calendar months except that one day shall be

added to any two-month period which includes
February 28. If the last day of the time specified for
appeal or commencing a civil action falls on a Saturday,

Sunday, or Federal holiday in the District of Columbia, -

the time is extended to the next day which is neither a
Saturday, Sunday, nor a Federal holiday. '

(c) If a defeated party to an interference has
taken an appeal to the U.S. Court of Appeals for
the Federal Circuit and an adverse party has filed
notice under 35 U.S.C. 141 electing to have all
further proceedings conducted under 35 U.S.C. 146
(§ 1.303(c)), the time for filing a civil action
thereafter is specified in 35 U.S.C. 141. The time for
filing a cross~action expires 14 days after service of the
summons and complaint.

[41 FR 758, Jan. 5, 1976; para. (a) and (c), 47 FR 47382,
QOct. 26, 1982; para. (a), 49 FR 556, Jan. 4, 1984, effective Apr.
1, 1984; para. (a) 49 FR Dec. 12, 1984, effective Feb. 11, 1985;
para. (a), S0 FR 9383, Mar. 7, 1985, effective May 8, 1985;
54 FR 29553, July 13, 1989, effective Aug. 20, 1989, paras. (a)
and (c) revised 58 FR 54494, Qct. 22, 1993, effective Nov. 22,

1993)

ALLOWANCE AND ISSUE OF PATENT

§ 1.311 Notice of Allowance.

(a) If, on examination, it shall appear that the
applicant is entitled to a patent under the law, a notice
of allowance will be sent to applicant at the correspon-
dence address indicated in § 1.33 calling for the
payment of a specified sum constituting the issue fee
(§ 1.18) which shall be paid within 3 months from the
date of the mailing of the notice of allowarice.

(b) An authorization to charge the issue fee
(§ 1.18) to a deposit account may be filed in an individual
application, either before or after mailing of the notice of
allowance. Where an authorization to charge the issue fee
to a deposit account has been filed before the mailing
of the notice of allowance, the issue fee will be
automatically charged to the deposit account at the
time of mailing the notice of allowance.

[47FR41279,Sept. 17,1982, effective date Oct. 1, 1982)

§ 1312 Amendments afier allowance,
(a) No amendment may be made as a matter of
right in an application after the mailing of the notice of
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,allowance Any amendment pursuant to this paragraph'_

filed before the. p.ayment_of t,helssue fee may be entered
on the recommendation .of the ‘primary examiner,

“approved by the Commnssnoner wnthout wnthdrawmg e

the case from issue. . Cl

(b) Any amendment pursuant to paragraph (a) of‘
this section filed after the date the issue fee is paid must
be accompanied by a petmon mcludmg the fee set forth

in § 1.17(i) and a showing of good and sufficient reasons

why the amendment is necessary and was not earher
presented

(Para. (b) revised, 58 FR 54504, Oct. 22, 1993, effective Jan.
3, 1994; para. (b) revised, 60 FR 20195, Apr. 25, 1995, effective
June 8, 1995]

§ 1.313 Withdrawal from issue.

(a) Applications may be withdrawn from issue for
further action at the initiative of the Office or upon
petition by the applicant. Any such petition by the
applicant must include a showing of good and sufficient
reasons why withdrawal of the application is necessary
and, if the reason for the withdrawal is not the fault of the
Office, must be accompanied by the fee set forth in
§ 1.17(i). If the application is withdrawn from issue, a
new notice of allowance will be sent if the application is
again allowed. Any amendment accompanying a petition
to withdraw an application from issue must comply with
the requirements of § 1.312.

(b) When the issue fee has been paid, the
application will not be withdrawn from issue for any
reason except:

(1) A mistake on the part of the Office;

(2) A violation of § 1.56 or illegality in the
application;

(3) Unpatentability of one or more claims;

(4) Forinterference; or

(5) For abandonment to permit consideration of
an information disclosure statement under § 1.97 in a
continuing application.

{47 FR 41280, Sept. 17, 1982, effective Oct. 1, 1982; para.
(a), 54 FR 6893, Feb. 15, 1989, 54 FR 9432, March 7, 1989,
effective Apr. 17, 1989; para. (b), 57 FR 2021, Jan. 17, 1992,
effective Mar. 16, 1992; para. (a) revised, 60 FR 20195, Apr.
25, 1998, effective June 8, 1995)
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§ 1314 Issuance ot‘ patent.

If payment of the issue fee is trmely made the patent

MANUALOF PATENTEXAMINING PROCEDURE |

o prewously submrtted' o

(1) accompamed by the issue ‘feg, unless it hag been .

will “issue in - regular courseunless . the apphcatlon R |

‘withdrawn from issue (§ 1:313), or issuance of the patent
is deferred. Any pCtlthﬂ by the apphcant requestmg a.

deferralof the i lssuance of a patent must be accompanied
by the fee set forth in § 1.17(i) and must include a show-
showing of good and sufficient reasons why it le' :

necessary to defer issuance of the patent.

{47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982,
revised, 54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989;
revised, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995]

§ 131§ Delivery of patent.

The patent will be delivered or mailed on the day of
its date to the attorney or agent of record, if there be one;
or if the attorney or agent so request, to the patentee or
assignee of an interest therein,; or, if there be no attorney
or agent, to the patentee or to the assignee of the entire
interest, if he so requests.

§ 1.316 Application abandoned for failure to pay
issue fee.

(a) If the issue fee is not paid within 3 months
from the date of the notice of allowance, the applica-
tion will be regarded as abandoned. Such an aban-
doned application will not be considered as pending
before the Patent and Trademark Office.

(b) The Commissioner may accept the payment of
the issue fee later than three months after the mailing of
the notice of allowance as though no abandonment had
ever occurred if upon petition the delay in payment is
shown to have been unavoidable. The petition to accept
the delayed payment must be promptly filed after the
applicant is notified of, or otherwise becomes aware of,
the abandonment and must be accompanied by:

(1)the issue fee, unless it has been previously
submitted;

(2) the fee for delayed payment (§ 1.17(1)); and

(3) a showing that the delay was unavoidable. The
showing must be a verified showing if made by a person
not registered to practice before the Patent and Trade-
mark Office.

(c¢) The Commissioner may, upon petition, accept
the payment of the issue fee later than three months
after the mailing of the notice of allowance as though no
abandonment had ever occurred if the delay in payment
was unintentional. The petition to accept the delayed
payment must be:

Rev. 1, Sept. 1995
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(4) filed erther : L

(i) within one year of “the date on whrch the
application became abandoned; or

(ii) within three months of the date of the first
decision on a petition under paragraph (b) of this section
which was filed within one year of the date on which the c
application became abandoned. .

(d) In all applications filed before June 8, 1995, any
petition pursuant to paragraph (b) of this section not
filed within six months of the date of abandonment of the
application, must be accompanied by a terminal dis-
claimer with fee under § 1.321 dedicating to the public a
terminal part of the term of any patent granted thereon
equivalent to the period of abandonment of the applica-
tion. The terminal disclaimer must alsc apply to any
patent granted on any continuing application entitled
under 35 U.S.C. 120 to the benefit of the filing date of the
application for which revival is sought.

(e) Any request for reconsideration or review of a
decision refusing to accept the delayed payment upon
petition filed pursuant to paragraphs (b) or (¢) of this
section, to be considered timely, must be filed within two
months of the decision refusing to accept the delayed
payment or within such time as set in the decision.

(f) The time periods set forth in this section cannot
be extended, except that the three —month period set
forth in paragraph (c)(4)(ii) and the time period set forth
in paragraph (e) of this section may be extended under
the provisions of § 1.136.

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1, 1982;
paras. (b)=(d) amended, paras. (e) and (f) added, S8 FR 44277,
Aug, 20, 1993, effective Sept. 20, 1993; para. (d) revised, 60 FR
20195, Apr. 25, 1995, effective June 8, 1995]

§ 1.317 Lapsed patents; delayed payment of balance
of issue fee.
(a) If the issue fee paid is the amount specified in
the Notice of Allowance, but a higher amount is required
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at the time the issue fee is paxd any remarmng balance of :
the issue fee is to be paid within three months from the oy

date of notice thereof and, if not paid, the patent will
lapse at the termination of the three month penod

(b) The Commissioner may accept the payment of )

the remaining balance of the issue fee later than three

months after the mailing of the notice thereof as though

no lapse had ever occurred if upon petition the delay in
payment is shown to have been unavoidable. The
petition to accept the delayed payment must be promptly
filed after the applicant is notified of, or otherwise
becomes aware of, the lapse, and must be accompanied
by:

(1)the remaining balance of the issue fee,
unless it has been previously submitted;

(2) the fee for delayed payment (§ 1.17(1)); and

(3) a showing that the delay was unavoidable. The
showing must be a verified showing if made by a person
not registered to practice before the Patent and Trade-
mark Office.

(¢) The Commissioner may, upon petition, ac-
cept the payment of the remaining balance of the
issue fee later than three months after the mailing of
the notice thereof as though no lapse had ever
occurred if the delay in payment was unintentional. The
petition to accept the delayed payment must be:

(1)accompanied by the remaining balance of
the issue fee, unless it has been previously sub-
mitted;

(2)accompanied by the fee for unintentionally
delayed payment (§ 1.17(m));

(3)accompanied by a statement that the delay
was unintentional. The statement must be a verified
statement if made by a person not registered to
practice before the Patent and Trademark Office.
The Commissioner may require additional informa-
tion where there is a question whether the delay was
unintentional; and

(4)filed either:

(i) within one year of the date on which the
patent lapsed; or

(ii)within three months of the date of the first
decision on a petition under paragraph (b) of this
section which was filed within one year of the date on
which the patent lapsed.

(d) {Reserved]

(e) Any request for reconsrderatlon or revrew of

a decrslon refusrng to accept the delayed payment =
“upon. petmon filed pursuant to paragraphs (b) or(c) o
- of this sectlon tobe consrdered tlmely, must be filed
within two months of the decrsron refusrng to accept B
" the dela)’ed payment or wnthm such tlme assetin the'f S

(f) The time perlods set forth in thls sectron;x, '
cannot be extended, except that the three— month
period set forth in paragraph (c)(4)(u) and the time ,
period set forth in paragraph (e) of this section may
be extended under the provisions of § 1.136.

[47FR 41280, Sept. 17,1982, effective date Oct. [, 1982;
paras.(a) —(d)amended,paras.(¢)&(f)added,58 FR 44277,
Aug. 20, 1993, effective Sept. 20, 1993; para. (d) amended,
60 FR 20195, Apr. 25, 1995, effective June 8, 1995]

& 1.318 Notification of national publication of a -
patent based on an international
application.

The Office will notify the International Bureau
when a patent is issued on an application filed
under 35 U.S.C. 371 and there has been no previous
international publication.

{43 FR 20465, May 11, 1978]

DISCLAIMER

§ 1.321 Statutory disclaimers, including terminal
disclaimers.

(a) A patentee owning the whole or any section-
al interest in a patent may disclaim any complete
claim or claims in a patent. In like manner any patentee
may disclaimer dedicate to the public the entire term, or
any terminal part of the term, of the patent granted. Such
disclaimer is binding upon the grantee and its successors
or assigns. A notice of the disclaimer is published in the
Official Gazette and attached to the printed copies of the
specification. The disclaimer, to be recorded in the
Patent and Trademark Office, must:

(1) Be signed by the patentee, or an attorney or
agent of record;

(2) Identify the patent and complete claim or
claims, or term being disclaimed. A disclaimer which is
not a disclaimer of a complete claim or claims, or term,
wilt be refused recordation;

(3) State the present extent of patentee’s owner-
ship interest in the patent; and

(4) Be accompanied by the fee set forth in § 1.20(d).

Rew. 1, Sept. 1995

§ 1321' B



§ 1.322

(b) An é“;")plica'nt or assignee may disclaim or _
“ments of this section. and shall be accompamed by a
motion under § 1.635. ‘

dedicate to the public the entire term, or any terminal

part of the term, of a patent to be granted. Suchterminal

disclaimer is binding upon the grantee and its successors
or assigns. The terminal disclaimer, to be recorded in the
Patent and Trademark Office, must:

(1) Be signed:

(i) By the applicant, or

(ii) If there is an assignee of record of an undivided
part interest, by the applicant and such assignee, or

(iii) If there is an assignee of record of the entire
interest, by such assignee, or

(iv) By an attorney or agent of record;

(2) Specify the portion of the term of the patent
being disclaimed;

(3) State the present extent of applicant’s or
assignee’s ownership interest in the patent to be granted;
and

(4) Be accompanied by the fee set forth in § 1.20(d).

(c) A terminal disclaimer, when filed to obviate a
double patenting rejection in a patent application or in a
reexamination praceeding, must:

(1) Comply with the provisions of paragraphs (b)(2)
through (b)(4) of this section;

(2) Be signed in accordance with paragraph (b)(1)
of this section if filed in a patent application, or in
accordance with paragraph (a)(1) of this section if filed
in a reexamination proceeding; and

(3) Include a provision that any patent granted on
that application or any patent subject to the reexamina-
tion proceeding shall be enforceable only for and during
such period that said patent is commonly owned with the
application or patent which formed the basis for the
rejection.

[47FR 41281, Sept. 17, 1982, effective Oct. 1, 1982; section
1.321 revised, 58 FR 54504, Oct. 22, 1993, effective Jan. 3, 1994;
revised Nov. 16, 1993]

CORRECTION OF ERRORS IN PATENT

& 1322 Certificate of correction of Office mistake.

(a) A certificate of correction under 35 U.S.C. 254
may be issued at the request of the patentee or the pat-
entee’s assignee, Such certificate will not be issued at the
request or suggestion of anyone not owning an interest in
the patent, nor on motion of the Office, without first
notifying the patentee (including any assignee of record)
and affording the patentee an opportunity to be heard.
When the request relates to a patent involved in an

Rev. L, Sept. 1995
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mterference the request shall comply wnth the requu'e-' '

(b) If the nature of the mlstake on the part of the '_

Office is such that a-certificate of correction is deemed

mappropnate in form, the’ Commnssnoner ‘may 1ssue a
corrected patent in lieu thereof as-a more appropnate '
form for certificate of correctlon, thhout expense tothe =
patentee. o - S

[24 FR 10332, Dec. 22, 1959; 34 FR 5550, Mar. 22, 1969;
para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985)

§ 1.323 Certificate of correction of applicant’s mistake.

Whenever a mistake of a clerical or typographical
nature or of minor character which was not the fault of
the Office, appears in a patent and a showing is made
that such mistake occurred in good faith, the Commis-
sioner may, upon payment of the fee set forth in
§ 1.20(a), issue a certificate, if the correction does not
involve such changes in the patent as would constitute
new matter or would require reexamination. A request
for a certificate of correction of a patent involved in an
interference shall comply with the requirements of this
section and shall be accompanied by a motion under
§ 1.635.

[34 FR 5550, Mar. 22, 1969; 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985]

§ 1324 Correction of inventorship in patent.

Whenever a patent is issued and it appears that the
correct inventor or inventors were not named through
error without deceptive intention on the part of the
actual inventor or inventors, the Commissioner may, on
petition of all the parties and the assignees and
satisfactory proof of the facts and payment of the fee set
forth in § 1.20(b), or on order of a court before which
such matter is called in question, issue a certificate
naming only the actual inventor or inventors. A request
to correct inventorship of a patent involved in an
interference shall comply with the requirements of this
section and shall be accompanied by a motion under
§ 1.634.

[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR
2713,Jan. 20, 1983, effective Feb. 27, 1983; 49 FR 48416, Dec. 12,
1984, 50 FR 23123, May 31, 1985, effective Feb. 11, 1985]
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§ 1.328 Other mistakes not corrected

Mistakes other than those provided for in §§ L. 322 |

1.323, 1.324, and not affordmg legal grounds for reissue
or for reexammatxon, wrll not be corrected after the date
of the patent. ‘

{48 FR 2714, Jan. 20, 1983 effectlve date Feb 27, 1983]

ARBITRATION AWARDS
§ 1.331 [Reserved]

[24 FR 10332, Dec. 22,1959, 43 FR 20465, May 11, 1978; 47

FR 41281, Sept. 17, 1982; deleted, 57 FR 29642 July 6, 1992,
effective Sept. 4, 1992]

§ 1332 [Reserved]

{47 FR 41281, Sept. 17, 1982; deleted, 57 FR 29642, July 6,
1992, effective Sept. 4, 1992]

§ 1.333 [Reserved]
[Deleted, 57 FR 29642, July 6, 1992, effective Sept. 4, 1992]

¢ 1.334 [Reserved]

{47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982; para.
(c), 54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989; deleted,
57 FR 29642, July 6, 1992, effective Sept. 4, 1992]

§ 1.33§ Filing of notice of arbitration awards.

(2) Written notice of any award by an arbitrator
pursuant to 35 U.S.C. 294 must be filed in the Patent and
Trademark Office by the patentee or the patentee’s
assignee or licensee. If the award involves more than one
patent a separate notice must be filed for placement in
the file of each patent. The notice must set forth the
patent number, the names of the inventor and patent
owner, and the names and addresses of the parties to the
arbitration. The notice must also include a copy of the
award.

(b) If an award by an arbitrator pursuant to
35 U.S.C. 294 is modified by a court, the party requesting
the modification must file in the Patent and Trademark
Office, a notice of the modification for placement in the
file of each patent to which the modification applies. The
notice must set forth the patent number, the names of
the inventor and patent owner, and the names and
addresses of the parties to the arbitration. The notice
must also include a copy of the court’s order modifying
the award.

(c) Any award by an arbitrator pursuant to 35
U.S.C. 294 shall be unenforceable until any notices
required by paragraph (a) or (b) of this section are filed

R~175

proceedmg may file such«sa*notrce ;
[48 FR 2718 Jan 20 1983 effecu Feb s? 1983]

AMENDMENT OF RULESw

§ 1351 Amendments to rules willbepublished ,

‘Allamendments to the regulatrons in this part wrll be‘
published in. the Oﬂicml Gazette ‘and m the Federal o
Register. . :

§ 1352 Publication of notice of propos‘ed amendments.

(2) Whenever required by law, notice of proposed
amendments to the regulations in this part will be
published in the Official Gazerte and in the Federal

- Register. If not published w1th the notice, copies of the

text will be furnished to any person requesting the same.
All comments, suggestions, and briefs received within a
time specified in the notice will be considered before
adoption of the proposed amendments whrch may be
modified in the light thereof.

(b) Oral hearings may be held at the discretion of
the Commissioner.

[para. (2) amended, 58 FR 54504, Oct 22, 1993, effective
Jan. 3, 1994]

MAINTENANCE FEES

§ 1.362 Time for payment of maintenance fees.

(a) Maintenance fees as set forth in § 1.20(e)
through (g) are required to be paid in all patents based
on applications filed on or after December 12, 1980,
except as noted in paragraph (b) of this section, to
maintain a patent in force beyond 4, 8, and 12 years after
the date of grant.

(b) Maintenance fees are not required for any plant
patents or any design patents. Maintenance fees are not
required for a reissue patent if the patent being reissued
did not require maintenance fees.

(c) The application filing dates for purposes of
payment of maintenance fees are as follows:

(1) For an application not claiming benefit of an
earlier application, the actval United States filing date of
the application.

(2) For an application claiming benefit of an earlier
foreign application under 35 U.S.C. 119, the United
States filing date of the application.
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§ 1.363

(3) For a continuing (continuation, division, contin-
uation—in—part) application claiming the benefit of a
prior patent application under 35 U.S.C. 120, the actual
United States filing date of the continuing application.

(4) For areissue application, including a continuing
reissue application claiming the benefit of a reissue
application under 35 U.S.C. 120, the United States filing
date of the original non—reissue application on which
the patent reissued is based.

(5) For an international application which has
entered the United States as a Designated Office under
35 US.C. 371, the international filing date granted
under Article 11(1) of the Patent Cooperation Treaty
which is considered to be the United States filing date
under 35 U.S.C. 363.

(d) Maintenance fees may be paid in patents
without surcharge during the periods extending respec-
tively from:

(1) 3 years through 3 years and 6 months after grant
for the first maintenance fee,

(2) 7 years through 7 years and 6 months after grant
for the second maintenance fee, and

(3) 11 years through 11 years and 6 months after
grant for the third maintenance fee.

(e} Maintenance fees may be paid with the
surcharge set forth in § 1.20(h) during the respective
grace periods after:

(1) 3 years and 6 months and through the day
of the 4th anniversary of the grant for the first
maintenance fee.

(2) 7 years and 6 months and through the day of
the 8th anniversary of the grant for the second
maintenance fee, and

(3) 11 years and 6 months and through the day
of the 12th anniversary of the grant for the third
maintenance fee.

() If the last day for paying a maintenance fee
without surcharge set forth in paragraph (d) of this
section, or the last day for paying a maintenance fee with
surcharge set forth in paragraph (e) of this section, falls
on a Saturday, Sunday, or a federal holiday within the
District of Columbia, the maintenance fee and any
necessary surcharge may be paid under paragraph (d) or
paragraph (e) respectively on the next succeeding day
which is not a Saturday, Sunday, or Federal holiday.

(g) Unless the maintenance fee and any applicable
surcharge is paid within the time periods set forth in

Rev. 1, Sept, 1995
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paragraphs (d), (e) or (f) of this section, the patent will
expire as of the end of the grace period set forth in
paragraph (e) of this section. A patent which expires for
the failure to pay the maintenance fee will expire at the
end of the same date (anniversary date) the patent was
granted in the 4th, 8th, or 12th year after grant.

(h) The periods specified in §§ 1.362 (d) and (e)
with respect to a reissue application, including a
continuing reissue application thereof, are counted
from the date of grant of the original non-—reissue
application on which the reissued patent is based. -

[49 FR 34724, Aug. 31, 1984, added effective Nov. 1, 1984,
paras. (a)and (e), 56 FR 65142, Dec. 13, 1991, effective Dec. 16,
1991; paras. (c)(4) and (e) revised and para, (h) added, 58 FR
54504, Oct. 22, 1993, effective Jan. 3, 1994]

(Editor’s note: The time periods set forth in paras. (e)(1) =
(3) are incorrect. The correct time periods for payment of
maintenance fees with surcharge are: (1) 3 years and 6 months
andthroughthedayofthe4thanniversary of the grant for thefirst
maintenance fee, (2) 7years and 6 months and through the day of
the 8th anniversary of the grant for the second maintenance fee,
and (3) 11 years and 6 months and through the day of the 12th
anniversary of the grant for the third maintenance fee.)

§ 1.363 Fee address for maintenance fee purposes.

(a) Allnotices, receipts, refunds, and other commu-
nications relating to payment or refund of maintenance
fees will be directed to the correspondence address used
during prosecution of the application as indicated in
§ 1.33(a) unless:

(1) A “fee address” for purposes of payment of
maintenance fees is set forth when submitting the
issue fee, or

(2) A change in the correspondence address for all
purposes is filed after payment of the issue fee; or

(3) A“fee address” or a change in the “fee address”
is filed for purposes of receiving notices, receipts, and
other correspondence relating to the payment of mainte-
nance fees after the payment of the issue fee, in which
instance, the latest such address will be used.

(b) An assignment of a patent application or patent
does not result in a change of the “correspondence
address” or fee address for maintenance fee purposes.

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984]

§ 1.366 Submission of maintenance fees.

(a) The patentee may pay maintenance fees and
any necessary surcharges, or any person or organization
may pay maintenance fees and any necessary surcharges
on behalf of a patentee. Authorization by the patentee
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need not be filed in the Patent and T‘rade'mark Officeto

pay maintenance fees and any necessary surcharges on
behalf of the patentee. ‘

(b) A maintenance fee and any necessary surcharge
submitted for a patent must be submitted in the amount
due on the date the maintenance fee and any necessary
surcharge are paid and may be paid in the manner set
forth in § 1.23 or by an authorization to charge a deposit

account established pursuant to § 1.25. Payment of a

maintenance fee and any necessary surcharge or the

authorization to charge a deposit account must be

submitted within the periods set forth in § 1.362(d), (),
or (f). Any payment or authorization of maintenance
fees and surcharges filed at any other time will not be
accepted and will not serve as a payment of the
maintenance fee except insofar as a delayed payment of
the maintenance fee is accepted by the Commissioner in
an expired patent pursuant to a petition filed under
§ 1.378. Any authorization to charge a deposit account
must authorize the immediate charging of the mainte-
nance fee and any necessary surcharge to the deposit
account. Payment of less than the required amount,
payment in a manner other than that set forth in
§ 1.23, or the filing of an authorization to charge a
deposit account having insufficient funds will not consti-
tute payment of a maintenance fee or surcharge on a
patent. The certificate procedures of either §§ 1.8or 1.10
may be utilized in paying maintenance fees and any
necessary surcharges.

(c) In submitting maintenance fees and any neces-
sary surcharges, identification of the patents for which
maintenance fees are being paid must include the
following:

(1) The patent number, and

(2) The serial number of the United States applica-
tion for the patent on which the maintenance fee is being
paid.

(d) Payments of maintenance fees and any sur-
charges should identify the fee being paid for each
patent as to whether itis the 3 1/2,7 1/2, or 11 1/2 year fee,
whether small entity status is being changed or claimed,
the amount of the maintenance fee and any surcharge
need not be filed in the Patent and Trademark Office to
pay maintenance fees and any necessary surcharges on
behalf of the patentee.

(b) A maintenance fee and any necessary surcharge
submitted for a patent must be submitted in the amount
due on the date the maintenance fee and any necessary
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'surcharge are pard and may be paid in the manner st
forth in § 1.23 or by an authonzatron to charge a deposrt ‘
‘account estabhshed pursuant to § 125 Payment of a :
“maintenance fee and any necessary surcharge or the . o

authorization to charge a- deposit account must be

submitted within the penods set forth m § 1. 362(d), ), .

or (f). Any payment or authorization of maintenance -
fees and surcharges filed at any other time will not be ‘
accepted and will not serve as a payment of the
maintenance fee except insofar as a delayed payment of
the maintenance fee is accepted by the Commissioner in
an expired patent pursuant to a. petitidn filed under
§ 1.378. Any authorization to charge a deposit account
must authorize the immediate charging of the mainte-
nance fee and any necessary surcharge to the deposit.
account. Payment of less than the required amount,
payment in a manner other than that set forth in
§ 1.23, or the filing of an authorization to charge a
deposit account having insufficient funds will not consti-
tute payment of a maintenance fee or surcharge on a
patent. The certificate procedures of either §§ 1.8 or 1.10
may be utilized in paying maintenance fees and any
necessary surcharges.

(c) In submitting maintenance fees and any neces-
sary surcharges, identification of the patents for which
maintenance fees are being paid must include the
following:

(1) The patent number, and

(2) The serial number of the United States applica-
tion for the patent on which the maintenance fee is being
paid.

(d) Payments of maintenance fees and any sur-
charges should identify the fee being paid for each
patent as towhetheritisthe 31/2,7 1/2, or 11 /2 year fee,
whether small entity status is being changed or claimed,
the amount of the maintenance fee and any surcharge
being paid, any assigned payor number, the patent issue
date and the United States application filing date. If the
maintenance fee and any necessary surcharge is being
paid on a reissue patent, the payment must identify the
reissue patent by reissue patent number and reissue
application serial number as required by paragraph (c)
of this section and should also include the original patent
number, the original patent issue date, and the original
United States application filing date.
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(e) Mamtenance fee payments and surcharge pay-

ments relatmg thereto must be submitted separate from
any other payments for fees or 'charges, whether

submitted in the manner set forth in § 1.23 or by an
authorization to charge a deposit account. If mainte-
nance fee and surcharge payments for more than one
patent are submitted together, they should be submitted
on as few sheets as possible with the patent numbers
listed in increasing patent number order. If the payment
submitted is insufficient to cover the maintenance fees
and surcharges for all the listed patents, the payment will
be applied in the order the patents are listed, beginning
at the top of the listing.

(f) Notification of any change in status resulting in
loss of entitlement to small entity status must be filed ina
patent prior to paying, or at the time of paying, the
carliest maintenance fee due after the date on which
status as a small entity is no longer appropriate. See
§ 1.28(b).

(g) Maintenance fees and surcharges relating
thereto will not be refunded except in accordance with
§ 1.26 and § 1.28(a).

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984;
para. (byamended, 58 FR 54494, Oct 22, 1993, effective Nov. 22,
1993.)

§ 1.377 Review of decision refusing to accept and
record payment of a maintenance fee filed
prier to expiration of pafent.

(a) Any patentee who is dissatisfied with the
refusal of the Patent and Trademark Office to accept
and record a maintenance fee which was filed prior
to the expiration of the patent may petition the
Commissioner to accept and record the maintenance
fee.

(b) Any petition under this section must be filed
within 2 months of the action complained of, or within
such other time as may be set in the action complained
of, and must be accompanied by the fee set forth in
§ 1.17(h). The petition may include a request that the
petition fee be refunded if the refusal to accept and
record the maintenance fee is determined to result
from an error by the Patent and Trademark Office.

(c) Any petition filed under this section must
comply with the requirements of paragraph (b) of
§ 1.181 and must be signed by an attorney or agent
registered to practice before the Patent and Trade-
mark Office, or by the patentee, the assignee, or

Rev. 1, Sept. 1995
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_other party in mterest Such petltlon must be in the" :
formofa venfled statement if made by a person not -

regtstered to practlce before the Patent and Trade--r

o mark Ofﬁce

[49 FR 34725 Aug 31 1984 added effecuve Nov l 1984] =

g 1.378 Acceptance of delayed payment of

i mamtenance fee in explred patent to ,
- reinstate. patent BN " Sy

(a) The Commissioner may accept the payment of!
any maintenance fee due on a patent after explratlon of ‘
the patent if, upon petition, the delay in payment of the
maintenance fee is shown to the satisfaction of the
Commissioner to have been unavoidable (paragraph (b)
of this section) or unintentional (paragraph (c) of this
section) and if the surcharge required by  § 1.20(i) is
paid as a condition of accepting payment of the
maintenance fee. If the Commissioner accepts payment
of the maintenance fee upon petition, the patent shall be
considered as not having expired, but will be subject to
the conditions set forth in 35 U.S.C. 41(c)(2).

(b) Any petition to accept an unavoidably delayed
payment of a maintenance fee filed under paragraph
(a) of this section must include:

(1) the required maintenance fee set forth in
§1.20 (e) - (g);

(2) the surcharge set forth in § 1.20(i)(1); and

(3) a showing that the delay was unavoidable since
reasonable care was taken to ensure that the mainte-
nance fee would be paid timely and that the petition was
filed promptly after the patentee was notified of, or
otherwise became aware of, the expiration of the patent.
The showing must enumerate the steps taken to ensure
timely payment of the maintenance fee, the date, and the
manner in which patentee became aware of the expira-
tion of the patent, and the steps taken to file the petition
promptly.

(c) Any petition to accept an unintentionally
delayed payment of a maintenance fee filed under
paragraph (a) of this section must be filed within
twenty—four months after the six—month grace period
provided in § 1.362(¢) and must include:

(1) the required maintenance fee set forth in
§1.20(e) - (g)

(2) the surcharge set forth in § 1.20(i)(2); and

(3) a statement that the delay in payment of
the maintenance fee was unintentional.
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(d)’ Any petition under this section must be signed

by an attorney or agent registered to practice before the

Patent and Trademark Office, or by the patentee, the .

assignee, or other party in interest. Such petition must be
in the form of a verified statement if made by a person
not registered to practice before the Patent and Trade-
mark Office.

(e) Reconsideration of a decision refusing to
accept a maintenance fee upon petition filed pursuant
to paragraph (a) of this section may be obtained by
filing a petition for reconsideration within two months
of, or such other time as set in, the decision refusing to
accept the delayed payment of the maintenance fee.
Any such petition for reconsideration must be accom-
panied by the petition fee set forth in § 1.17(h). After
decision on the petition for reconsideration, no fur-
ther reconsideration or review of the matter will be
undertaken by the Commissioner. If the delayed pay-
ment of the maintenance fee is not accepted, the
maintenance fee and the surcharge set forth in
§ 1.20(i) will be refunded following the decision on the
petition for reconsideration, or after the expiration of
the time for filing such a petition for reconsideration,
if none is filed. Any petition fee under this section will
not be refunded unless the refusal to accept and
record the maintenance fee is determined to result
from an error by the Patent and Trademark Office.

[49 FR 34726, Aug. 31, 1984, added effective Nov. 1, 1984;
para. (a), 50 FR 9383, Mar.7, 1985, effective May 8, 1985; paras.
(b) and (c), 53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989;
paras. (a) — (c) and (e), 56 FR 65142, Dec. 13, 1991, effective
Dec. 16, 1991; paras. (a) — (c) and (e), 58 FR 44277, Aug. 20,
1993, effective Sept. 20, 1993]

Subpart C — International Processing
Provisions

GENERAL INFORMATION

& 1.401 Definitions of terms under the Patent
Cooperation Treaty,

(a) The abbreviation “PCT” and the term “Treaty”
mean the Patent Cooperation Treaty.

(b) “International Bureau” means the World Intel-
lectual Property Organization located in Geneva, Swit-
zerland.

(c) “Administrative Instructions” means that body
of instructions for operating under the Patent Coopera-
tion Treaty referred to in PCT Rule 89.
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(d) “Request,” when mp&talmd, means that element of
~ the international apphcatlon described in. PCF Rules 3 and 4.

(e) “International apphcatlon, as. used in this
subchapter is defined in § 1.9(b). - ' ‘

). “Priority date” for the purpoSe of computmg -

time limits under the Patent Cooperation Treaty is
defined in PCT Art. 2(x1) Note also § 1.465.

(g) “Demand,” when capltallzed means that docu-
ment filed with the International Preliminary Examining
Authority which requests an international prehmmary
examination.

(h) “Annexes” means amendments made to the
claims, description or the drawings before the International
Preliminary Examining Authority.

(i) Other terms and expressions in this Subpart C
not defined in this section are to be taken in the
sense indicated in PCT Article 2 and 35 U.S.C. 351.

[43 FR 20466, May 11, 1978; 52 FR 20047, May 28, 1987]

§ 1.412 The United States Receiving Office.

(a) The United States Patent and Trademark Office
is a Receiving Office only for applicants who are
residents or nationals of the United States of America.

(b) The Patent and Trademark Office, when acting
as a Receiving Office, will be identified by the full title
“United States Receiving Office” or by the abbreviation
“RO/US.”

(c) The major functions of the Receiving Offlce
include:

(1) According of international filing dates to inter-
national applications meeting the requirements of PCT
Art. 11(1) and PCT Rule 20;

(2) Assuring that international applications meet
the standards for format and content of PCT Art. 14(1),
PCT Rule 9, 26, 29.1, 37, 38, 91, and portions of PCT
Rules 3 through 11;

(3) Collecting and, when required, transmitting
fees due for processing international applications (PCT
Rule 14, 15, 16);

(4) Transmitting the record and search copies to the
International Bureau and International Searching Au-
thority, respectively (PCT Rules 22 and 23); and

(5) Determining compliance with applicable re-
quirements of Part 5 of this chapter.

(6) Reviewing and, where the United States Receiv-
ing Office is not the competent Receiving Office under
§ 1.421(a) and PCT Rule 19.1 or 19.2, transmitting the
international application to the International Bureau
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for processmg inits capacnty as a receiving Offlce unless X
s the international stage and o o -
©(2) Accepting for - natlonal stage exammatxon e
: mternatlonal apphcatlons whlch satnsfy the requxre-' ;k o

prescriptions concerning national security prevent the
application from being so transmitted (PCT Rule 19, 4),

, [Para. (c)(6) added, 60 FR 21438, May 2, 1995 effective
June |, 1995]

§ L413 The Umted States International Searchmg
Authority.

(a) Pursuant to appointment by the ‘Assembly, the
United States Patent and Trademark Office will act as an
International Searching Authority for international
applications filed in the United States Receiving Office
and in other Receiving Offices as may be agreed upon by
the Commissioner, in accordance with agreement be-
tween the Patent and Trademark Office and the Interna-
tional Bureau (PCT Art. 16(3)(b)).

(b) The Patent and Trademark Office, when acting
as an International Searching Authority, will be identi-
fied by the full title “United States International
Searching Authority” or by the abbreviation “ISA/US.”

(c}) The major functions of the International
Searching Authority include:

(1) Approving or establishing the title and abstract;

(2) Considering the matter of unity of invention;

(3) Conducting international and international—
type searches and preparing international and inter-
national ~type search reports (PCT Art. 15, 17, and
18, and PCT Rules 25, 33 to 45 and 47); and

(4) Transmitting the international search report to
the applicant and the International Bureau.

§ 1.414 The United States Patent and Trademark
Offfice as 2 Designated Office or Elected Office.

(a) The United States Patent and Trademark Office
will act as a Designated Office or Elected Office for
international applications in which the United States of
America has been designated or elected as a State in
which patent protection is desired.

(b) The United States Patent and Trademark Of-
fice, when acting as a Designated Office or Elected
Office during international processing will be identified
by the full title “United States Designated Office” or by
the abbreviation “DQO/US” or by the full title “United
States Elected Office” or by the abbreviation “EQ/US.”

(c) The major functions of the United States
Designated Office or Elected Office in respect to
international applications in which the United States of
America has been designated or elected, include:

Rev. 1, Sept. 1995
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(a) The lntematlonal Bureau is the World Intellec-»_. B
_ tual Property Orgamzatlon located at Geneva Swntzer- S
land. It is the international mtergovemmental orgamza-, et
tionwhich acts as the coordmatmg body under the Treaty

(1) Recelvmg vanous notlflcatlons throughout R

ments of 35 US.C, 371. o
[52 FR 20047 May 28 1987 effectnve July 1 1987]

and the Regulations (PCT Art. 2 (xnx) and 35 US.C
351(h)).

(b) The major functlons of the International Bu-
reau include: o

(1) Publishing of international applications and the
International Gazette;

(2) Transmitting copies of international apphca-
tions to Designated Offices;

(3) Storing and maintaining record copies; and

(4) Transmitting information to authorities perti-
nent to the processing of specnﬁc international applica-
tions.

§ 1.416 The United States International Preliminary
Examining Authority,

(a) Pursuant to appointment by the Assembly, the
United States Patent and Trademark Office will act as an
International Preliminary Examining Authority for in-
ternational applications filed in the United States
Receiving Office and in other Receiving Offices as may
be agreed upon by the Commissioner, in accordance
with agreement between the Patent and Trademark
Office and the International Bureau.

(b) The United States Patent and Trademark Of-
fice, when acting as an Intemational Preliminary Examining
Authority, will be identified by the full title “United
States International Preliminary Examining Authority”
or by the abbreviation “IPEA/US.”

(¢) The major functions of the International Pre-
liminary Examining Authority include:

(1) Receiving and checking for defects in the
Demand;

(2} Collecting the handiing fee for the International
Bureau and the preliminary examination fee for the
United States International Preliminary Exammmg
Authority;

(3) Informing applicant of receipt of the Demand,;
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(@) Consideririg the matter of unity of itiventnon, |

(5) Providing an mtemauonal preliminary “ex-

amination report which is a non-binding opinion on the

questions whether the claimed invention appears to be-

novel, to involve an inventive step (to be nonobvnous),
and to be industrially’ appllcable and.

(6) Transmxttmg the international prehmmary ex-

amination report to applicant and the International

Bureau.
[Added 52 FR 20047, May 28, 1987]

WHO MAY FILE AN INTERNATIONAL
APPLICATION

§ 1.421 Applicant for international application.

(a) Only residents or nationals of the United States
of America may file international applications in the
United States Receiving Office. If an international
application does not include an applicant who is
indicated as being a resident or national of the United
States of America, and at least one applicant:

(1) has indicated a residence or nationality in a PCT
Contracting State, or

(2) has no residence or nationality indicated, appli-
cant wili be so notified and, if the international applica-
tion includes a fee amount equivalent to that required
by § 1.445(a)(S), the international application will be
forwarded for processing to the International Bureau
acting as a Receiving Office. (See also § 1.412(c)(6)).

(b) Although the United States Receiving Office
will accept international applications filed by any resi-
dent or national of the United States of America for
international processing, an international application
designating the United States of America will be
accepted by the Patent and Trademark Office for the
national stage only if filed by the inventor or as provided
in §§ 1.422, 1.423 or 1.425.

(c) International applications which do not desig-
nate the United States of America may be filed by the
assignee or owner.

(d) The attorney or agent of the applicant may sign
the international application Request and file the
international application for the applicant if the interna-
tional application when filed is accompanied by a
separate power of attorney to that attorney or agent
from the applicant. The separate power of attorney from
the applicant may be submitted after filing if sufficient
cause is shown for not submitting it at the time of filing.
Note that paragraph (b) of this section requires that the
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(€) Any indication: of dlfferent apphcants for the

_purpose of different Desngnated Offices must be shown. i ‘

on the Request portton of the mtematlonal apphcatlon

" (f) Changes in'the person, name, or address of the . L
apphcant of an mtematxonal apphcation shall be made

in accordance with PCT Rule 92%s, -
(g) The wordmg of PCT Rule gobis is as follows

PCT Rule gabis — Recording of Changes in Cér’taih
Indications in the Request or the Dcmand

925 Recording of Changes by the Intemauonal
Bureau

(a) The International Bureau shall, on the request
of the applicant or the receiving Office, record changes
in the following indications appearing in the request or
demand:

(i) person name, residence, nationality or address
of the applicant,

(ii) person, name or address of the agent, the
common representative or the inventor.

(b) The International Bureau shall not record the
requested change if the request for recording is
received by it after the expiration:

(i) of the time limit referred to in Article 22(1),
where Article 39(1) is not applicable with respect to any
Contracting State;

(ii) of the time limit referred to in Article 39(1)(a),
where Article 39(1) is applicable with respect to at least
one Contracting State.

[Paras. (f)and (g),53FR 47810, Nov. 28, 1988, effective Jan,
1, 1989; para. (a) amended, 60 FR 21438, May 2, 1995, effective
June 1, 1995}

§ 1.422 When the inventor is dead.

In case of the death of the inventor, the legal
representative (executor, administrator, etc.) of the
deceased inventor may file an international application
which designates the United States of America.

§ 1.423 When the inventor is insane or legally
incapacitated.

In case an inventor is insane or otherwise legally in-
capacitated, the legal representative (guardian, conservator,
etc.) of such inventor may file an international applica-
tion which designates the United States of America.

Rev. 1, Sept. 1995
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§ 1.424 Joint inventors.

Joint inventors must jomtly file an mternatronal'

application  which designates - the - Umted States of

America; the signature of either of them alone, orless

than the entire number, will be insufficient for ‘an
invention invented by them jointly, except as provided in
- § 1.425.

" 1.428 Filing by other than inventor.

(a) If a joint inventor refuses to join in an
international application which designates the United
States of America or cannot be found or reached after
diligent effort, the international application which
designates the United States of America may be filed
by the other inventor on behalf of himself or herself
and the omitted inventor. Such an international
application which designates the United States of
America must be accompanied by proof of the perti-
nent facts and must state the last known address of the
omitted inventor. The Patent and Trademark Office
shall forward notice of the filing of the international
application to the omitted inventor at said address.

(b) Whenever an inventor refuses to execute an
international application which designates the United
States of America, or cannot be found or reached after
diligent effort, a person to whom the inventor has
a'ssigned or agreed in writing to assign the invention or
who otherwise shows sufficient proprietary interest in
the matter justifying such action may file the internation-
al application on behalf of and as agent for the inventor.
Such an international application which designates the
United States of America must be accompanied by proof
of the pertinent facts and a showing that such action is
necessary to preserve the rights of the parties or to
prevent irreparable damage and must state the last
known address of the inventor. The assignment, written
agreement to assign or other evidence of proprietary
interest, or a verified copy thereof, must be filed in the
Patent and Trademark Office. The Office shall forward
notice of the filing of the application to the inventor at
the address stated in the application.

THE INTERNATIONAL APPLICATION

§ 1.431 Internstionsl application requirements.

(a) An international application shall contain, as
specified in the Treaty and the Regulations, a Request, a
description, one or more claims, an abstract, and one or

Rev. 1, Sept. 1995
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more drawmgs (where requrred) (PCT Art 3(2) and[;‘ .
: ‘Sectron 207 of the Admrmstratwe Instructrons )

(b) An mternatronal frlmg date W|ll be accorded by "

- the United States Recervmg Offlce at the time of I'CCClpt i
“of the mternatronal applrcatron, provrded that: - :

(1) At least one apphcant is a Umted States =

resident or national and the papers frled at the trme of
receipt of the mtematronal apphcatron so - indicate

(35 US.C. 361(a), PCT Art. 11(1)(1)) SN

(2) The international apphcatron is in the Enghsh
language (35 U.S.C. 361(c), PCT Art. 11(1)(ii)). '

(3) The international application contains at least
the following elements (PCT Art. 11(1)(iii)):

(i) An indication that it is intended as an interna-
tional application (PCT Ruie 4.2);

(ii) The designation' of at least one Contracting
State of the International Patent Cooperation Union
(§ 1.432);

(iii) The name of the applicant, as prescribed (note
§§ 1.421-1.424);

(iv) A part which on the face of it appears to be a
description; and

(v) A part which on the face of it appears to be a
claim.

(€) Payment of the basic portion of the interna-
tional fee (PCT Rule 15.2) and the transmittal and
search fees (§ 1.445) may be made in full at the time the
international application papers required by para-
graph (b) of this section are deposited or within one
month thereafter. If the basic, transmittal and search
fees are not paid within one month from the date of
receipt of the international application, applicant will
be notified and given one month within which to pay
the deficient fees plus a late payment fee equal to the
greater of:

(1) 50% of the amount of the deficient feesuptoa
maximum amount equal to the basic fee, or

(2) an amount equal to the transmittal fee (PCT
Rule 16Vis),

The one—month time limit set in the notice to pay
deficient fees may not be extended.

(d) If the payment needed to cover the transmittal
fee, the basic fee, the search fee, one designation fee and
the late payment fee pursuant to paragraph (c) of this
section is not timely made, the Receiving Office will

R 82
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declare the mternatlonal application wnthdrawn under

PCT Article 14(3)(a).

{43FR 20486, Mayll,1978;paras.(b),(c),(d)and(e),SO
FR 9383, Mar. 7, 1985, effective. May 8, 1985; para. (d)
amended52FR 20047, May28, 1987; paras.(b)(1),(b)(3)(ii),

(c)and (d) amended, para. (e) deleted, 5§ FR 4335, Jan. 14,

1993, effective May 1, 1993]

§ 1.432 Designation of States and payment of
designation fees.

(a) The designation of States including an indica-
tion that applicant wishes to obtain a regional patent,
where applicable, shall appear in the Request upon filing
and must be indicated as set forth in PCT Rule 4.9 and
section 115 of the Administrative Instructions. Appli-
cant must specify at least one national or regional
designation on filing of the international application for
a filing date to be granted.

(b) If the fees necessary to cover all the national and
regional designations specified in the Request are not
paid by the applicant within one year from the priority
date or within one month from the date of receipt of the
international application if that month expires after the
expiration of one year from the priority date, applicant
will be notified and given one month within which to pay
the deficient designation fees plus a late payment fee
equal to the greater of 50% of the amount of the
deficient fees up to a maximum amount equal to the
basic fee, or an amount equal to the transmittal fee (PCT
Rule 16Y$). The one—month time limit set in the
notification of deficient designation fees may not be
extended. Failure to timely pay at least one designation
fee will result in the withdrawal of the international
application. The one designation fee may be paid:

(1) within one year from the priority date,

(2) within one month from the date of receipt of the
international application if that month expires after the
expiration of one year from the priority date, or

(3)with the late payment fee defined in this
paragraph within the time set in the notification of the
deficient designation fees, If after a notification of
deficient designation fees the applicant makes timely
payment, but the amount paid is not sufficient to cover
the late payment fee and all designation fees, the
Receiving Office will, after allocating payment for the
basic, search, transmittal and late payment fees, allocate
the amount paid in accordance with PCT Rule 16Y5,1(c)
and withdraw the unpaid designations. The notification
of deficient designation fees pursuant to this paragraph
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may be made snmultaneously w1th any notlflcatlon
pursuant to §1.431(c). ‘ :
(c) On filing the mternatlonal apphcatlon in addl-

tion to specifying at least one national or: regional

designation under PCT Rule 4.9(a), applicant may also -

~ indicate under PCT Rule 4.9(b):that all other designa-

tions permitted under the Treaty are made. The latter
indication under PCT Rule 4.9(b) must be made in a
statement on the Request that ‘any designation made
under this paragraph is subject to confirmation (PCT
Rule 4.9(c)) not later than the expiration of 15 months
from the priority date by:

(1) Filing a written notice with the United States
Receiving Office specifying the national and/or regional
designations being confirmed;

(2) Paying the designation fee for each designa-
tion being confirmed; and

(3) Paying the confirmation fee specified in
§ 1.445(a)(4).

Unconfirmed designations will be considered with-
drawn. If the amount submitted is not sufficient to cover
the designation fee and the confirmation fee for each
designation being confirmed, the Receiving Office will
allocate the amount paid in accordance with any priority
of designations specified by applicant. If applicant does
not specify any priority of designations, the allocation of
the amount paid will be made in accordance with PCT
Rule 16 Yis.1(c).

[43 FR 20486, May 11, 1978; para. (b) amended 52 FR
20047, May 28, 1987, paras. (a), (b) amended and para. (c) added,
58 FR 4335, Jan. 14, 1993, effective May 1, 1993]

§ 1.433 Physical requirements of international
application.

(a) The international application and each of the
documents that may be referred to in the check list of the
Request (PCT Rule 3.3(a)(ii)) shall be filed in one copy
only.

(b) All sheets of the international application
must be on A4 size paper (21.0x 29.7 cm.).

(¢) Other physical requirements for international
applications are set forth in PCT Rule 11 and sections
201207 of the Administrative Instructions.

§ 1.434 The request.
(a) The request shall be made on a standardized
form (PCT Rules 3 and 4). Copies of printed Request

Rev. 1, Sept. 199§
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forms are avallable from the Patent and Trademark_
Office. Letters requesting printed forms should be

marked “Box PCT.”

(b) The Check List portlon of the Request form
should indicate each document accompanying the
international application on filing. '

(c) Al information, for example, addresses, names

of States and dates, shall be indicated in the Request as

required by PCT Rule 4 and Administrative Instructions
110 and 201.

(d) International applications which designate
the United States of America shall include:

(1) The name, address and signature of the inven-
tor, except as provided by §§ 1.421(d), 1.422, 1.423 and
1.425;

(2) A reference to any copending national applica-
tion or international appl: ...tion designating the United
States of America, if the benefit of the filing date for the
prior copending application is to be claimed.

[Para.(a) amended, 58 FR 4335, Jan. 14, 1993, effective
May 1, 1993]

§ 1.435 The description,

(a) Requirements as to the content and form of the
description are set forth in PCT Rules §, 9, 10, and 11 and
Administrative Instruction 204 and shall be adhered to.

(b) In international applications designating the
United States the description must contain upon filing
an indication of the best mode contemplated by the
inventor for carrying out the claimed invention.

& 1.436 The ciaims.

The requirements as to the content and format of
claims are set forth in PCT Art. 6 and PCT Rules 6,9, 10,
and 11 and shall be adhered to. The number of the claims
shall be reasonable, considering the nature of the
invention claimed.

§ 1.437 The drawings.

(a) Subject to paragraph (b) of this section, when
drawings are necessary for the understanding of the
invention, or are mentioned in the description, they
must be part of an international application as originally
filed in the United States Receiving Office in order to
maintain the international filing date during the national
stage (PCT Art. 7).

(b) Drawings missing from the application upon
filing will be accepted if such drawings are received
within 30 days of the date of first receipt of the
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‘ ‘mcomplete papers If the mlssmg drawmgs are recewed

within the 30— day period, the mtematlcnal filing date.
shall be the date on which such drawmgs are recewed f

such’ drawmgs are not tlmely recewed all references to
drawmgs in the interannual apnhcanon shall be cons-d-‘_ o
ered. nonexnstent (PC’I‘ Art “'14(2) Admlmstratnve In-

struction 310). - T
(c) The physncal reqmrements for drawmgs are - -
set forth in PCT Rule 11 and,§hall be adnered to..

§ 1.438 The abstract. ' -

- (a) Requirements as to the content and form of
the abstract are set forth in PCT Rule 8, and shall be
adhered to.

(b) Lack of an abstract upon filing of an interna-
tional application will not affect the granting of a filing
date. However, failure to furnish an abstract within one
month from the date of the notification by the Receiving
Office will result in the international application being
declared withdrawn,

FEES

§ 1.445 International application filing, processing,
and search fees.

(a) The following fees and charges for international
applications are established by the Commissioner under
the authority of 35 U.S.C. 376:

(1) A transmittal fee (see 35 U.S.C. 361(d) and PCT
Ruleld ... ittt $220.00

(2) A search fee (see 35 U.S.C. 361(d) and PCT
Rule 16) where:

(i) No corresponding prior United States national
application with basic filing fee has been filed ... $660.00

(ii) A comresponding prior United States na-
tional application with basic filing fee has been
1 $430.00

(3) A supplemental search fee when required, per
additionalinvention .................c000 $190.00

(4) A confirmation fee (PCT Rule 96) equal to 50%
of the sum of designation fees for the national and
regional designations being confirmed (§ 1.432(c)).

(5) A fee equivalent to the transmittal fee in
paragraph (a)(1) of this section for transmittal of an
international application to the International Bureau
for processing in its capacity as a Receiving Office (PCT
Rule 19.4).
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(b) The bésic fee and designation fee poi'tion of the

international fee shall be as prescribed in PCT Rule 15. |

{43 FR 20466, May 11, 1978; para. (a), 47 FR 41282, Sept.
17, 1982, effective Oct. 1, 1982; para. {a)4) — (6), 50 FR 9384,
Mar. 7, 1985, effective May §, 1985;'50 FR 31826, Aug. 6, 1985,
effective Oct. 5, 1985; para. (a) amended 52 FR 20047, May 28,

1987; paras. (2)(2) and (3), 54 FR 6893, Feb. 15, 1989, 54 FR

9432, March 7, 1989, effective Apr. 17,'1989; para. (a), 56 FR.

65142, Dec. 13, 1991, effective Dec. 27, 1991; para. (a), 57 FR
38190, Aug. 21, 1992, effective Oct. 1, 1992; para. (a)(4) added,
58 FR- 4335, Jan. 14, 1993, effective May 1, 1993; paras.
(a)(1)=(3), 59 FR 43736, Aug. 25, 1994, effective Oct. 1, 1994,
para. (a)(5) added, 60 FR. 21438, May 2, 1995, effective June 1,
1995; para. (a) amended, 60 FR 41018, Aug. 11, 1995, effective
Oct. 1, 1995]

§ 1.446 Refund of international application filing and
processing fees.

(a) Money paid for international application fees,
where paid by actual mistake or in excess, such as a
payment not required by law or Treaty and its Regula-
tions, will be refunded.

(b) [Reserved]

(c) Refund of the supplemental search fees will be
made if such refund is determined to be warranted by the
Commissioner or the Commissioner’s designee acting
under PCT Rule 40. 2(c).

(d) The international and search fees will be
refunded if no international filing date is accorded or if
the application is withdrawn before transmittal of the
record copy to the International Bureau (PCT Rules 15.6
and 16.2). The search fee will be refunded if the
application is withdrawn before transmittal of the search
copy to the International Searching Authority. The
transmittal fee will not be refunded.

(e) The handling fee (§ 1.482(b)) will be refunded
(PCT Rule 57.6) only if:

(1) The Demand is withdrawn before the Demand
has been sent by the International Preliminary Examin-
ing Authority to the International Bureau, or

(2) The Demand is considered not to have been
submitted (PCT Rule 54.4(a)).

(43 FR 20466, May 11, 1978; para. (b), 47 FR 41282, Sept. 17,
1982, effective Oct. 1,1982; para.(b), SOFR 9384, Mar. 7, 1985,
effective May 8, 1985; 50 FR 31826, Aug,. 6, 1985, effective Oct. 5,
1985; para. (d)amended and para. (e) added, 58 FR 4335, Jan. 14,
1993, effective May 1, 1993]
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* PRIORITY -
§ 1.451 The priorifyclaim and pribri_ty document inan

‘international application. -
{(a) The claim for priority must be made on the

Request (PCT Rule 4.10) in a manner complying with

sections 110 and 115 of the Administrative Instructions.

(b) Whenever the priority of an‘.earlier United
States national application isclaimed in an international
application, the applicant may request in a letter of -
transmittal accompanying the international application
upon filing with the United States Receiving Office, or in
a separate letter filed in the Receiving Office not later
than 16 months after the priority date, that the Patent
and Trademark Office prepare a certified copy of the
national application for transmittal to the International
Bureau (PCT Art. 8 and PCT Rule 17). The fee for
preparing a certified copy is stated in § 1.19(b)(1).

(c) Ifacertified copy of the priority document is not
submitted together with the international application on
filing, or if the priority application was filed in the United
States and a request and appropriate payment for
preparation of such a certified copy do not accompany
the international application on filing or are not filed
within 16 months of the priority date, the certified copy
of the priority document must be furnished by the
applicant to the International Bureau or to the United
States Receiving Office within the time limit specified in
PCT Rule 17.1(a).

{43 FR 20466, May 11, 1978; 47 FR 40140, Sept. 10, 1982,
effective Oct. 1, 1982; para. (b), 47 FR 41282, Sept. 17, 1982,
effective Oct. 1, 1982; paras. (b) & (c), S0 FR 9384, Mar. 7, 19885,
effective May 8, 1985, para. (b), 54 FR 6893, Feb. 15, 1989,
effective Apr. 17, 1989; para. (a) amended, 58 FR 4335, Jan. 14,
1993, effective May 1, 1993]

REPRESENTATION

§ 1.455 Representation in international applications.
(a) Applicants of international applications may be
represented by attorneys or agents registered to practice
before the Patent and Trademark Office or by an
applicant appointed as a common representative (PCT
Art. 49, Rules 4.8 and 90 and § 10.10). If applicants have
not appointed an attorney or agent or one of the
applicants to represent them, and there is more than one -
applicant, the applicant first named in the request and
who is entitled to file in the U.S. Receiving Office shall

Rev. 1, Sept. 1995
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§ 1.461

be considered to be the common representative of all the
applicants. An attorney or agent having the right to

practice before a national office with which an interna-

tional application is filed and for which the United States:

is an International Searchmg Authority or International
Preliminary Examining Authority may be appointed to
represent the applicants in the international application
before that authority. An attorney or agent may appoint
an associate attorney or agent who shall also then be of
record (PCT Rule 90.1(d)). The appointment of an
attorney or agent, or of a common representative,
revokes any earlier appointment unless otherwise indi-
cated (PCT Rule 90.6(b) and (c)).

(b) Appointment of an agent, attorney, or common
representative (PCT Rule 4.8) must be effected either in
the Request form, signed by all applicants, or in a
separate power of attorney submitted either to the
United States Receiving Office or to the International
Bureau.

(c) Powers of attorney and revocations thereof
should be submitted to the United States Receiving
Office until the issuance of the international search
report.

(d) The addressee for correspondence will be as
indicated in section 108 of the Administrative Instruc-
tions.

[43 FR 20466, May 11, 1978; 50 FR 5171, Feb. 6, 1985,
effective Mar. 8, 1985; para. (a) amended, S8 FR 4335, Jan. 14,
1993, effective May 1, 1993]

TRANSMITTAL OF RECORD COPY

§ 1.461 Procedures for transmiital of record copy to .
the International Bureau.

(a) Transmittal of the record copy of the interna-
tional application to the International Bureau shall be
made by the United States Receiving Office.

(b) [Reserved]

(¢) No copy of an international application may
be transmitted to the International Bureau, a foreign
Designated Office, or other foreign authority by the
United States Receiving Office or the applicant, unless the
applicable requirements of Part 5 of this chapter have
been satisfied.

{43 FR 20466, May 11, 1978; paras. (a) and (b), SO FR
9384, Mar. 7, 1985, effective May 8, 1985]
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TIMING

§ L. 465 Timmg of applicatlon processmg based orn the

- priority date
- (a) For the. purpose of computmg tlme hmlts under,

~ the Treaty, the pnorlty date shall be defmed as m PCT x5

Art. 2(xi). -

(b) When a clalmed prlonty date is cancelled under o

PCT Rule 4.10(d), or conSIdered not to have been made
under PCT Rule 4, 10(b) the priority date for the
purposes of computing time limits will be the date of the
earliest valid remaining priority claim of the internation-
al application, or if none, the international filing date.

(c) When corrections under PCT Art. 11(2), Art.
14(2) or PCT Rule 20.2(a) (i) or (iii) are timely
submitted, and the date of receipt of such corrections
falls later than one year from the claimed priority date -
or dates, the Receiving Office shall proceed under PCT
Rule 4.10(d).

§ 1.468 Delays in meeting time limits.

Delays in meeting time limits during international
processing of international applications may only be
excused as provided in PCT Rule 82. For delays in
meeting time limits in a national application, see § 1.137.

AMENDMENTS

§ 1.471 Corrections and amendments during
international processing.

(a) All corrections submitted to the United States
Receiving Office must be in the form of replacement
sheets and be accompanied by a letter that draws
attention to the differences between the replaced sheets
and the replacement sheets, except that the deletion of
lines of text, the correction of simple typographical
errors, and one addition or change of not more than five
words per sheet may be stated in a letter and the United
States Receiving Office will make the deletion or
transter the correction to the international application,
provided that such corrections do not adversely affect
the clarity and direct reproducibility of the application
(PCT Rule 26.4).

(b) Amendments of claims submitted to the
International Bureau shall be as prescribed by PCT
Rule 46.

§ 1.472 Changes in person, name, or address of
applicants and inventors,
All requests for a change in person, name or address
of applicants and inventor should be sent to the United
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States Receiving Office until the time of issuance of

the international search report. Thereafter requests for
such changes should be submitted to the International
Bureau.

{43 FR 20466, May 11, 1978; redesxgnated at52 FR 20047,
May 28, 1987]

UNITY OF INVENTION

§ 1.475 Unity of invention before the International
Searching Authority, the International
Preliminary Examining Authority, and
during the national stage.

(a) An international and a national stage applica-
tion shall relate to one invention only or to a group of
inventions so linked as to form a single general
inventive concept (“requirement of unity of invention”)
Where a group of inventions is claimed in an application,
the requirement of unity of invention shall be fulfilled
only when there is a technical relationship among those
inventions involving one or more of the same or
corresponding special technical features. The expression
“special technical features” shall mean those technical
features that define a contribution which each of the
claimed inventions, considered as a whole, makes over
the prior art.

(b) An international or a national stage application
containing claims to different categories of invention
will be considered to have unity of invention if the claims
are drawn only to one of the following combinations of
categories:

(1) A& product and a process specially adapted for
the manufacture of said product; or

(2) A product and process of use of said product; or

(3) A product, a process specially adapted for the
manufacture of the said product, and a use of the said
product; or

(4) A process and an apparatus or means specifical-
ly designed for carrying out the said process; or

(5) A product, a process specially adapted for the
manufacture of the said product, and an apparatus or
means specifically designed for carrying out the said
process.

(¢) If an application contains claims to more or less
than one of the combinations of categories of invention
set forth in paragraph (b) of this section, unity of
invention might not be present.

(d) If multiple products, processes of manufacture,
or uses are claimed, the first invention of the category
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related thereto will be: consndered as the main mventlon

_in the claims, see PCT Article 17(3)(a) and §1. 476(c)

(e) The determination whether a group of i inven-

tions is so lmked asto form a smgle general inventive .

concept shall be made without regard to whether the
inventions are claimed in sepasate claims or as altema-
tives within a single claim.

[AddedSZFR20047 May28 1987 effectweJulyl 1987,
paras. (a) ~ (¢) amended and para. (f) deleted, 58 FR 4335,
Jan. 14, 1993, effective May 1, 1993]

§ 1.476 Determination of unity of invention before the
International Searching Authority.

(a) Before establishing the international search
report, the International Searching Authority will deter-
mine whether the international application com-
plies with the requirement of unity of invention as
set forth in § 1.475.

(b) If the International Searching Authority consid-
ers that the international application does not comply
with the requirement of unity of invention, it shall
inform the applicant accordingly and invite the payment
of additional fees (note § 1.445 and PCT Art. 17(3)(a)
and PCT Rule 40). The applicant will be given a time
period in accordance with PCT Rule 40.3 to pay the
additional fees due.

() In the case of noncompliance with unity of
invention and where no additional fces are paid, the
international search will be performed on the invention
first mentioned (main invention) in the claims.

(d) Lack of unity of invention may be directly
evident before considering the claims in relation to any
prior art, or after taking the prior art into consideration,
as where a document discovered during the search shows
the invention claimed in a generic or linking claim lacks
novelty or is clearly obvious, leaving two or more claims
joined thereby without a common inventive concept. In
such a case the International Searching Authority may
raise the objection of lack of unity of invention.

[43FR 20466,May11,1978; redesignated andamended
at 52 FR 20047, May 28, 1987, para. (a) amended, 58 FR 4335,
Jan. 14, 1993, effective May 1, 1993]

§ 1.477 Protest to lack of unity of invention before the
International Searching Authority.

(a) If the applicant disagrees with the holding of

lack of unity of invention by the International Searching
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§1 480
Authority, additional fees may be pand under protest

accompanied by a request for refund and a statement .

setting forth reasons for disagreement or why the
required additional fees are considered excessive, or
both (PCT Rule 40.2(c)).

(b) Protest under paragraph (a) of this section will
be examined by the Commissioner or the Commission-
er’s designee. In the event that the applicant’s protest is
determined to be justified, the additional fees or a
portion thereof will be refunded.

(c) An applicant who desires that a copy of the
protest and the decision thereon accompany the interna-
tional search report when forwarded to the Designated
Offices may notify the International Searching Author-
ity to that effect any time prior to the issuance of the
international search report. Thereafter, such notifica-
tion should be directed to the International Bureau

(PCT Rule 40.2(c)). :
[43 FR 20466, May 11, 1978; redesignated and amended at
52 FR 20047, May 28, 1987]

INTERNATIONAL PRELIMINARY
EXAMINATION

§ 1.480 Demand for international preliminary
examination.

(a) On the filing of a Demand and payment of the
fees for international preliminary examination (§ 1.482),
the international application shall be the subject of an
international preliminary examination. The preliminary
examination fee (§ 1.482(a)(1)) and the handling fee
(§ 1.482(b)) shall be due at the time of filing of the
Demand.

(b) The Demand shall be made on a standardized
form. Copies of the printed Demand forms are available
from the Patent and Trademark Office. Letters request-
ing printed Demand forms should be marked “Box
PCT”

(c) If the Demand is made prior to the expiration of
the 19th month from the priority date and the United
States of America is elected, the provisions of § 1.495
shall apply rather than § 1.494.

(d) Withdrawal of a proper Demand prior to the
start of the international preliminary examination will
entitle applicant to a refund of the preliminary examina-
tion fee minus the amount of the transmittal fee set forth
in § 1.445(a)(1).

Rev. 1, Sept. 1995
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[52 FR 20048, May 28, 1987; para. (d); 53 FR 47810, Nov.
28,1988, effective Jan. 1, 1989; para. (b) amended, 58 FR 4335,
Jan. 14, 1993 effectlve Mayl 1993] N

§ 1. 482 lnternatlonal prehmmary exammatlon fees

(a) The following fees and charges for international
preliminary examination are established by the Commis-
sioner under the authority of 35-U.S.C. 376: -

HA prehmmary examination fee is due on fllmg
the Demand: :

(i) Where an international search fee as set forth
in § 1.445(a)(2) has been paid on the international
application to the United States Patent and Trademark
Office as an International Searching Authority, a prelimi-
nary examination fee of ............ PR $470.00

(ii) Where the International Searching Authority
for the international application was an authority other
than the United States Patent and Trademark Office, a
preliminary examinationfeeof ............ $710.00

(2) An additional preliminary examination fee
when required, per additional invention:

(i) Where the international Searching Authority
for the international application was the United States
Patent and Trademark Office .............. $140.00

(ii) Where the International Searching Authority
for the international application was an authority other
than the United States Patent and Trademark
Office ...ovvriini i, $250.00

(b) The handling fee is due on filing the Demand.

(35 U.S.C. 6,376)

[52 FR 20048, May 28, 1987; para. (a), 54 FR 6893, Feb. 15,
1989, effective Apr. 17, 1989; para. (a), 56 FR 65142, Dec. 13,
1991, effective Dec. 27, 1991; paras. (a)(1) and (a)(2)(ii), 57 FR
38190, Aug. 21, 1992, effective Oct. 1, 1992; paras. (a)(2)(i) and
(b) amended, 58 FR 4335, Jan. 14, 1993, effective May 1, 1993;
paras. (a)(1) and (a)(2)(ii), 59 FR 43736, Aug. 25, 1994, effective
Oct. 1, 1994; paras. (a)(1)(i), (2)(1)(ii}, & (a)(2)(ii) amended,
60 FR 41018, Aug. 11, 1995, effective Qct. 1, 1995]

§ 1.484 Conduct of international preliminary
examination.

(a) An international preliminary examination will
be conducted to formulate a non—binding opinion as to
whether the claimed invention has novelty, involves
inventive step (is non-—obvious) and is industrially
applicable.

(b) International preliminary examination will be-
gin promptly upon receipt of a Demand which requests
examination based on the application as filed or as
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amended by an amendment whieh‘has-been'receir(ed by
the United States International Preliminary Examining

Authority. Where a Demand requests examination
based on a PCT Article 19 amendment which has not

been received, examination may begin at 20 months

without receipt of a PCT Article 19 amendment. Where

a Demand requests examination based on a PCT Article
34 amendment which has not been received, applicant
will be notified and given a time period within which to
submit the amendment. Examination will begm after the
earliest of:

(1) Receipt of the amendment;

(2) Receipt of applicant’s statement that no amend-
ment will be made; or

(3) Expiration of the time period set in the notifica-
tion.

No international preliminary examination report
will be established prior to issuance of an international
search report.

(c) No intemational preliminary examination will be
conducted on inventions not previously searched by an
International Searching Authority.

(d) The International Preliminary Examining Au-
thority will establish a written opinion if any defect exists
or if the claimed invention lacks novelty, inventive step
or industrial appiicability and will set a non—-extendable
time limit in the written opinion for the applicant to
respond.

(e) If nowritten opinion under paragraph (d) of this
section is necessary, or after any written opinion and the
response thereto or the expiration of the time limit for
response to such written opinion, an international
preliminary examination report will be established by
the Intemational Preliminary Examining Authority.
One copy will be submitted to the International Bureau
and one copy will be submitted to the applicant.

(f) An applicant will be permitted a personal or
telephone interview with the examiner, which must be
conducted during the non-extendable time limit for
response by the applicant to a written opinion. Addition-
al interviews may be conducted where the examiner
determines that such additional interviews may be
helpful to advancing the international preliminary
examination procedure. A summary of any such person-
al or telephone interview must be filed by the applicant
as a part of the response to the written opinion or, if

‘ R -89

apphcant flles no responsc, be made of record in the file i
by the examiner.” - R
- [52FR 20049, May 28 1987 para (b) amended 58 FR o

4335 Jan 14, 1993 effecnve Mayl 1993]

§ 1.485 Amendnents by applicant durmg
mternatlonal prehmmary exammatlon. :

(a) The apphcant may make amendments at the
time of filing of the Demand and within the time limit set
by the International Preliminary Exammmg Authonty
for response to any notification under § 1.484(b) or to .
any written opinion. Any such amendments must:

(1) Be made by submitting a replacement sheet for
every sheet of the application which differs from the sheet it
replaces unless an entire sheet is cancelled, and

(2) Include a description of how the replacement
sheet differs from the replaced sheet.

(b) If an amendment cancels an entire sheet of the
international application, that amendment shall be
communicated in a letter.

[Added 52 FR 20049, May 28, 1987; amended, 58 FR 4335,
Jan. 14, 1993, effective May 1, 1993]

§ 1.487 [Reserved]
[Added 52 FR 20049, May 28, 1987, effective July 1, 1987;
58 FR 4335, Jan. 14, 1993, effective May 1, 1993]

§ 1.488 Determination of unity of invention before
the International Preliminary Examining
Authority.

(a) Before establishing any written opinion or the
international preliminary examination report, the Inter-
national Preliminary Examining Authority will deter-
mine whether the international application complies
with the requirement of unity of invention as set forth in
§1.475.

(b) If the International Preliminary Examining
Authority considers that the international application
does not comply with the requirement of unity of
invention, it may:

(1) Issue a written opinion and/or an internation-
al preliminary examination report, in respect of the
entire international application and indicate that unity
of invention is lacking and specify the reasons therefor
without extending an invitation to restrict or pay
additional fees. No international preliminary examina-
tion will be conducted on inventions not previously
searched by an International Searching Authority.

Rev, 1, Sept. 1995
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§1489

(2) Invite the apphcant to restnct the. clalms or payA

additional fees, pomtmg out .the" categones of .the
invention found, within a set time hmlt which will notbe
extended. No mtematlonal prehmmary exammatlon wr]l,_ -
be conducted on inventions not prev:ously searched by ani

International Searching Authorlty, or

(3) If applicant fails to restrict the claims or pay
additional fees within the time limit set for response, the

International Preliminary - Examining Authority will
issue a written opinion and/or establish an international
preliminary examination report on the main invention
and shall indicate the relevant facts in the said report. In
case of any doubt as to which invention is the main
invention, the invention first mentioned in the claims
and previously searched by an International Searching
Authority shall be considered the main invention.

(c) Lack of unity of invention may be directly
evident before considering the claims in relation to any
prior art, or after taking the prior art into consideration,
as where a document discovered during the search shows
the invention claimed in a generic or linking claim lacks
novelty or is clearly obvious, leaving two or more claims
joined thereby without a common inventive concept. In
such a case the International Preliminary Examining
Authority may raise the objection of lack of unity of
invention.

{52 FR 20049, May 28, 1987, para. (a) amended, 58 FR
4335, lan. 14, 1993, effective May 1, 1993)

§ 1.489 Protesttolackofunityofinventionbeforethe
International Preliminary Examining
Authority.

(a) If the applicant disagrees with the holding of
lack of unity of invention by the International Prelimi-
nary Examining Authority, additional fees may be paid
under protest, accompanied by a request for refund and
a statement setting forth reasons for disagreement or
why the required additional fees are excessive, or both.

(b) Protest under paragraph (a) of this section will
be examined by the Commissioner or the Commission-
er's designee. In the event that the applicant’s protest is
determined to be justified, the additional fees or a
portion thereof will be refunded.

(c) An applicant who desires that a copy of the
protest and the decision thereon accompany the inter-
national preliminary examination report when for-
warded to the Elected Offices, may notify the Intema-
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'catlon should be dlrected to the

' tlonal Prehmmary Exammmg Authonty to that effect s
‘any. tlme prior. to the: lssuance ‘of ‘the: mtemattonal_-“

prehmmary exammatlon report Thereafter, such nOtlfl-
ational Bureau ‘

[Added 52 FR 20050 May 2 ' ‘1987-
| NATIONAL STAGE .

§ 1491 Entrymto the national stage. e
“An international apphcatlon enters the. natlonal

stage when the applicant has filed the documents and.

fees required by 35 U.S.C. 371(c) within the periods set

-in §§ 1.494 or 1.495.

[Added 52 FR 20050, May 28, 1987

§ 1.492 National stage fees.

The following fees and charges are established for
international applications entering the nattonal stage
under 35 U.S.C. 371:

(a) The basic national fee:

(1) Where an international preliminary examina-
tion fee as set forth in § 1.482 has been paid on the
international application to the United States Patent
and Trademark Office:

By a small entity (§ 1.9()) ..... $340.00
By other than a small entity .... $680.00

(2) Where no international preliminary examina-
tion fee as set forth in § 1.482 has been paid to the
United States Patent and Trademark Office, but an
international search fee as set forth in § 1.445(a)(2)
has been paid on the international application to the
United States Patent and Trademark Office as an
International Searching Authority:

By a small entity (§ 1.9(f))
By other than a small entity ....

..... " $375.00
$750.00

(3) Where no international preliminary examina-
tion fee as set forth in § 1.482 has been paid and no
international search fee as set forth in § 1.445(a)(2) has
been paid on the international application to the United
States Patent and Trademark Office:

By a small entity (§ 1.9(f)) ..... $505.00
By other than a small entity . ... $1.010.00

(4) Where the international preliminary examina-
tion fee as set forth in § 1.482 has been paid to the United
States Patent and Trademark Office and the internation-
al preliminary examination report states that the criteria
of novelty, inventive step (non-cbviousness), and
industrial applicability, as defined in PCT Article 33(1)
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to (4) have been satlsfied for all the clanms presented in

“the apphcatlon entenng the natlonal stage (see'

§ 1.496(b)):

(5) Where a search report on the international -

application has been prepared by the European Patent
Office or the Japanese Patent Office: _
By a small entity (§ 1.9() ... ... $440.00
By other than a small entity . ...
(b) In addition to the basic national fee, for filing or
later  presentation of each independent claim in
excess of three:
By a small entity (§ 1.9(f)) ....... $39.00
By other than a small entity ..... $78.00

(¢) In addition to the basic national fee, for filing or '

later presentation of each claim (whether independent
or dependent) in excess of 20 (Note that § 1.75(c)
indicates how multiple dependent claims are considered
for fee calculation purposes.):
By a small entity (§ 1.9(f)) ...... $11.00
By other than a small entity ..... $22.00

(d) In addition to the basic national fee, if the
application contains, or is amended to contain, a
multiple dependent claim(s), per application:

By a small entity (§ 1.9(f)) ..... $125.00
By other than a small entity .... $250.00

(If the additional fees required by paragraph (b), (c),
and (d) are not paid on presentation of the claims for
which the additional fees are due, they must be paid or
the claims cancelled by amendment, prior to the
expiration of the time period set for response by the
Office in any notice of fee deficiency.)

(e) Surcharge for filing the oath or declaration
later than 20 months from the priority date pursuant
to § 1.494(c) or later than 30 months from the
priority date pursuant to § 1.495(c):

By a small entity (§ 1.9(f)) ...... $65.00
By other than a small entity .... $130.00

(f) For filing an English translation of an interna-
tional application later than 20 months after the
priority date (§ 1.494(c)) or filing an English transla-
tion of the international application or of any annexes
to the international preliminary examination report
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‘Bya small entity (§ 19() ...... $47.00
By other thaa asmall entity ..... $94‘.00' ,

$880.00

"later than 30 months after the pnonty date (§ 1. 495(c) EER
~='«and () T e ....... $130 00 : ‘

 (35USC. 6, 376)

- [52 FR 20050 ‘May 28, 1987 effecnve Julyl 1987 paras 5
' ‘(a)(l) = (3),(b); (d) (f) 54 FR: 6893 Feb. 15, 1989, effective
" Apr. 17, 1989; para (a)(5) added -56; FR: 65142 Dec. 13, 1991 s
-'effectlve Dec. 16, 1991 ‘revised; 56 FR 65142 Dec 13 1991 SR
effective Dec. 16, 1991 ;paras. (a)(l) (a)(3) (a)(S)and(b) (d),

57 FR 38190, Aug. 21,1992, effective Oct. 1, 1992; para. .
(e) amended, 58 FR4335; Jan 14, 1993 effectwe Mayl 1993;+ -
paras, (2), (b) and (d), 59 FR 43736, Aug. 25,1994, effective Oct.

1, 1994; paras. (a), (b),& (d) amended 6OFR 41018 Aug 11
1995, effective, Oct. 1, 1995] ' : '

§ 1.494 Entering the national stage in the
United States of America as a Designated
Offfice.

(a) Where the United States of America has not
been elected by the expiration of 19 months from the
priority date (see § 1.495), the applicant must fulfill the
requirements of PCT Article 22 and 35 U.S.C. 371 within
the time periods set forth in paragraph (b) and (c) of this
section in order to prevent the abandonment of the
international application as to the Unites States of
America. International applications for which those
requirements are timely fulfilled will enter the national
stage and obtain an examination as to the patentability
of the invention in the United States of America.

(b) To avoid abandonment of the application, the
applicant shall furnish to the United States Patent and
Trademark Office not later than the expiration of
20 months from the priority date:

(1) A copy of the international application, unless it
has been previously communicated by the International
Bureau or unless it was originally filed in the United
States Patent and Trademark Office; and

(2) The basic national fee (see § 1.492(a)). The
20-month time limit may not be extended.

(c) If applicant complies with paragraph (b) of this
section before expiration of 20 months from the priority
date but omits:

(1) A translation of the international application,
as filed, into the English language, if it was originally
filed in another language (35 U.S.C. 371(c)(2)) and/or

(2) The oath or declaration of the inventor
(35 US.C. 371(c)(4); see § 1.497), applicant will be so
notified and given a period of time within which to file
the translation and/or oath or declaration in order to
prevent abandonment of the application. The payment
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of the processing fee set forth in § 1L492(f) is reéqfi;ite'a.foriijg-
acceptance of an- English translation later than- the"

‘explratlon of 20 months after the prlonty date ‘The

payment of the surcharge set forth in § 1. 492(e) iS re-:
quired for acceptance of the oath or declaration of the
inventor later than the expiration of 20 months after the -

priority date. A copy of the notification mailed.- to
applicant should accompany any response thereto sub-
mitted to the Office.

(d) A copy of any amendments to the clalms made
under PCT Article 19, and a translation of those
amendments into English, if they were made in another
language, must be furnished not later than the expiration
of 20 months from the priority date. Amendments under
PCT Article 19 which are not received by the expiration
of 20 months from the priority date will be considered to
be cancelled. The 20-month time limit may not be
extended.

(e) Verification of the translation of the interna-
tional application or any other document pertaining to
an international application may be required where it is
considered necessary, if the international application or
other document was filed in a language other than
English.

(f) The documents and fees submitted under para-
graph (b) and (c) of this section must be clearly identified
as a submission to enter the national stage under
35 U.S.C. 371, otherwise the submission will be consid-
ered as being made under 35 U.S.C.111.

(g) An international application becomes aban-
doned as to the United States 20 months from the
priority date if the requirements of paragraph (b) of this
section have not been complied with within 20 months
from the priority date where the United States has been
designated but not elected by the expiration of
19 months from the priority date. If the requirements of
paragraph (b) of this section are complied with within
20 months from the priority date but any required
translation of the international application as filed
and/or the oath or declaration are not timely filed, an
international application will become abandoned as to
the United States upon expiration of the time period set
pursuant to paragraph (c) of this section.

[Added 52 FR 20050, May 28, 1987, paras. (a) — (d) and (g)
amended and para. (h) deleted, 58 FR 4335, Jan. 14, 1993,
effective May 1, 1993]
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paragraph (b) and (c) of this sectlon in order to prevent 8
~_the abandonment of the international applrcatron asto.
the Unites States of Amerrca Intematlonal apphcatlonsf“ SR
for which those requirements are trmely fulfilled will -
enter the national stage and obtam an examination as to- c

§ 1.495 Entenng the national'stage?in th
" United States ofAmerica,as ' ,Elected Ofﬂce

(a) Where the Umted States of Amenca has been-

the patentabrhty of the mventlon in the Unites State of
America. ,

(b) To avoid abandonment of the application, the
applicant shall furnish to the United States Patent and
Trademark Office not later than the explratlon of
30 months from the priority date:

(1) A copy of the international application, unless it
has been previously communicated by the International
Bureau or unless it was originally filed in the United
States Patent and Trademark Office; and

(2) The basic national fee (see § 1.492(a)). The
30--month time limit may not be extended.

(c) If applicant complies with paragraph (b) of this
section before expiration of 30 months from the priority
date but omits:

(1) A translation of the international application,
as filed, into the English language, if it was originally
filed in another language (35 U.S.C. 371(c)(2)) and/or

(2) The oath or declaration of the inventor
(35 US.C. 371(c)(4); see § 1.497), applicant will be so
notified and given a period of time within which to file
the translation and/or oath or declaration in order to
prevent abandonment of the application. The payment
of the processing fee set forth in § 1.492(f) is required
for acceptance of an English translation later than the
expiration of 30 months after the priority date. The
payment of the surcharge set forth in § 1.492(e) is
required for acceptance of the oath or declaration of
the inventor later than the expiration of 30 months
after the priority date. A copy of the notification
mailed to applicant should accompany any response
thereto submitted to the Office.

(d) A copy of any amendments to the claims made
under PCT Article 19, and a translation of those
amendments into English, if they were made in another
language, must be furnished not later than the expiration
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of 30 months from the priority date.,Aﬁiehdments‘under o

PCT Article 19 which are not received by the expiration

of 30 months from the priority date will be considered to -

be cancelled. The 30 month time limit may not be
extended.

(e) Atranslation into English of any annexes to the

international preliminary examination report, if the
annexes were made in another language, must be
furnished not later than the expiration of 30 months
from the priority date. Translations of the annexes which
are not received by the expiration of 30 months from the
priority date may be submitted within any period set
pursuant to paragraph (c) of this section accompanied
by the processing fee set forth in § 1.492(f). Annexes
for which translations are not timely received will be
considered cancelled. The 30—month time limit may not
be extended.

(f) Verification of the translation of the interna-
tional application or any other document pertaining to
an international application may be required where it is
considered necessary, if the international application or
other document was filed in a language other than
English.

(g) The documents submitted under paragraph
(b) and (c) of this section must be cleary identified as
a submission to enter the national stage under
35 U.S.C. 371, otherwise the submission will be consid-
ered as being made under 35 U.S.C.111.

(hy An international application becomes aban-
doned as to the United States 30 months from the
priority date if the requirements of paragraph (b) of this
section have not been complied with within 30 months
from the priority date where the United States has been
elected by the expiration of 19 months from the priority
date. If the requiremenis of paragraph (b) of this section
are complied with within 30 months from the priority
date but any required translation of the international
application as filed and/or the oath or declaration are
not timely filed, an international application will become
abandoned as to the United States upon expiration of
the time period set pursuant to paragraph (c) of this
section.

(Added 52 FR 20051, May 28, 1987, effective July 1, 1987;
paras. (2} = (e) & (h) amended and para. (i) deleted, S8 FR 4335,
Jan. 14, 1993, effective May 1, 1993]

R ~93

§1499"

'§ 1496 Examination ofintemational applications

in the national stage. . ~
(a) International appllcatmns Wthh have comphed

"w1th the requxrements of 35US.C. 371(c) wxll be taken ‘

up for action based on. the date on whlch such requnre-

,ments were met HOWCVCI‘ unless an expr CSS request for

early processing has been filed under 35 U S.C. 371(f), o

no action may be taken prior to one. month after entry, S

into the national stage.

(b) A national stage apphcatlon filed - under
35 U.S.C. 371 may have paid therein the basic natlonalf
fee ‘as set forth in § 1.492(a)(4) if it contains, or is
amended to contain, at the time of entry into the
national stage, only claims which have been indicated in
an international preliminary examination report pre-
pared by the United States Patent and Trademark Office
as satisfying the criteria of PCT Article 33(1)~(4) as to
novelty, inventive step and industrial applicability. Such
national stage applications in which the basic national
fee as set forth in § 1.492(a)(4) has been paid may be
amended subsequent to the date of entry into the
national stage only to the extent necessary to eliminate
objections as to form or to cancel rejected claims. Such
national stage applications in which the basic national
fee as set forth in § 1.492(a)(4) has been paid will be
taken up out of order.

[Added 52 FR 20051, May 28, 1987, effective July 1, 1987)

§ 1.497 Oath or declaration vader 35 U.S.C. 371(c)(4).

(a) When an applicant of an international applica-
tion, if the inventor, desires to enter the national
stage under 35 U.S.C. 371 pursuant to §§ 1.494 or
1.495, he or she must file an oath or declaratlon in
accordance with § 1.63.

(b) If the international application was made as
provided in §§ 1.422, 1.423 or 1.425, the applicant shall
state his or her relationship to the inventor and, upon
information and belief, the facts which the inventor is
required by § 1.63 to state.

[Added 52 FR 20052, May 28, 1987, effective July 1, 1987)

§ 1.499 Unity of invention during the national stage.
If the examiner find that a national stage application
lacks unity of invention under § 1.475, the examiner may
in an Office action require the applicant in the response
to that action to elect the invention to which the claims
shall be restricted. Such requirement may be made
before any action on the merits but may be made at any
time before the final action at the discretion of the
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examiner. Review of any such requirement is provided
under §§ 1.143 and 1.144.

[Added 52 FR 20052, May 28, 1987, effective July 1, 1987;
amended, 58 FR 4335, Jan. 14, 1993, effective May 1, 1993]

Subpart D — Reexamination of Patents
CITATION OF PRIOR ART

§ 1.501 Citation of prior art in patent files.

(a) At any time during the period of enforceablllty
of a patent, any person may cite to the Patent and
Trademark Office in writing prior art consisting of
patents or printed publications which that person states to
be pertinent and applicable to the patent and believes to
have a bearing on the patentability of any claim of a
particular patent. If the citation is made by the patent
owner, the explanation of pertinency and applicability
may include an explanation of how the claims differ from
the prior art. Citations by the patent owner under § 1.555
and by a reexamination requester under either §§ 1.510
or 1.535 will be entered in the patent file during a
reexamination proceeding. The entry in the patent file of
citations submitted after the date of an order to
reexamine pursuant to § 1.525 by persons other than
the patent owner, or a reexamination requester under
either §§ 1.510 or 1.535, will be delayed until the
reexamination proceedings have been terminated.

(b) If the person making the citation wishes his or
her identity to be excluded from the patent file and kept
confidential, the citation papers must be submitted
without any identification of the person making the
submission.

(c) Citations of patent or printed publications by
the public in patent files should either: (1) Reflect that a
copy of the same has been mailed to the patent owner at
the address as provided for in § 1.33(c); or in the event
service is not possible (2) be filed with the Office in
duplicate.

(46 FR 20185, May 29, 1981, effective July 1, 1981)

REQUEST FOR REEXAMINATION

§ 1.510 Request for reecxamination.

(a) Any person may, at any time during the period
of enforceability of a patent, file a request for reex-
amination by the Patent and Trademark Office of any
claim of the patent on the basis of prior art patents or
printed publications cited under § 1.501. The request
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must be accompénied‘by the fee for requesting reex-

“amination set in § 1.20(c).

(b) Any request for reexammatlon must mclude the
following parts: '

(1) A statement pomtmg out each substantial new
question of patentability based on prior patents and
printed publications.

(2) An identification. of every claim for which
reexamination is requested, and a detailed explanation
of the pertinency and manner of applying the cited prior
art to every claim for which reexamination is requested.
If appropriate the party requesting reexamination may
also point out how claims distinguish over cited prior art.

(3) A copy of every patent or printed publication
relied upon or referred to in paragraph (b)(1) and (2) of
this section accompanied by an English language transla-
tion of all the necessary and pertinent parts of any
non-— English language patent or printed publication.

(4) The entire specification (including claims) and
drawings of the patent for which reexamination is
requested must be furnished in the form of cut—up
copies of the original patent with only a single column of
the printed patent securely mounted or reproduced in
permanent form on one side of a separate paper. A copy
of any disclaimer, certificate of correction, or reex-
amination certificate issued in the patent must also be
included.

(5) A certification that a copy of the request filed by
a person other than the patent owner has been served in
its entirety on the patent owner at the address as
provided for in § 1.33(c). The name and address of the
party served must be indicated. If service.was not
possible, a duplicate copy must be supplied to the Office.

(c) If the request does not include the fee for
requesting reexamination or all of the parts required by
paragraph (b) of this section, the person identified as
requesting reexamination will be so notified and given
an opportunity to complete the request within a speci-
fied time. If the fee for requesting reexamination has
been paid but the defect in the request is not corrected
within the specified time, the determination whether or
not to institute reexamination will be made on the
request as it then exists. If the fee for requesting
reexamination has not been paid, no determination will

. be made and the request will be placed in the patent file

as a citation if it complies with the requirements of
§ 1.501(a).
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(d) The filing of the request is: (l) The date on’-'
which the request including the entire fee for requestmg B
reexamination is received in the Patent and Trademark ,

Office; or (2) the date on which the last portion of the fee
for requesting rcexamination is received. ‘
(e} A request filed by the patent owner may

include a proposed amendment in accordance with

§ L121(f).

(f) If a request is filed by an attorney or agent
identifying another party on whose behalf the request is
being filed, the attorney or agent must have a power of
attorney from that party or be acting in a representative
capacity pursuant to § 1.34(a).

[46 FR 29185, May 29, 1981, effective July 1, 1981,
para. (a), 47 FR 41282, Sept. 17, 1982, effective Qct. I, 1982]

§ 1.515 Determination of the request for
reexamination,

(a) Within three months following the filing date of
a request for reexamination, an examiner will consider
the request and determine whether or not a substantial
new question of patentability affecting any claim of the
patent is raised by the request and the prior art cited
therein, with or without consideration of other patents
or printed publications. The examiner’s determination
wiil be based on the claims in effect at the time of the
determination and will become a part of the official file
of the patent and will be given or mailed to the patent
owner at the address as provided for in § 1.33(c) and to
the person requesting reexamination.

(b) Where no substantial new question of
patentability has been found, a refund of a portion of
the fee for requesting reexamination will be made
to the requester in accordance with § 1.26(c).

(c) The requester may seek review by a petition to
the Commissioner under § 1.181 within one month of
the mailing date of the examiner’s determination
refusing reexamination. Any such petition must com-
ply with § 1.181(b). If no petition is timely filed or if the
decision on petition affirms that no substantial new
question of patentability has been raised, the determina-
tion shall be final and non-—appealable.

(46 FR 29185, May 29, 1981, effective July 1, 1981]

§ 1.520 Reexamination at the initiative of the
Commissioner.
The Commissioner, at any time during the period of
enforceability of a patent, may determine whether or not
a substantial new question of patentability is raised by
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'patents or prmted pubhcatlons whlch have been dlSCOV- '
-ered by the Commissioner or whlch have been’ brought to
-the Commiissioner’ s attentlon even though ng re-

quest for reexamination has been. filed i in accordance with
§ 1.510. The Commissioner- may lnmate reexamination
without a request for reexamination pursuant to § 1.510. -
Normally requests from’ outside the Patent and Trade-
mark Office that the Commissioner undertake reex-
amination on his own initiative will not be considered.
Any determination to initiate reexamination under this
section will become a part of the official file of the
patent and will be given or mailed to the patent
owner at the address as provided for in § 1.33(c).
{46 FR 29186, May 29, 1981, effective July 1, 1981]

REEXAMINATION

§ 1.528 Order to reexamine.

(a) If a substantial new question of patentability is
found pursuant to § 1.515 or § 1.520, the determination
will include an order for reexamination of the patent for
resolution of the question. If the order for reexamina-
tion resulted from a petition pursuant to § 1.515(c), the
reexamination will ordinarily be conducted by an ex-
aminer other than the examiner responsible for the
initial determination under § 1.515(a).

(b) If the order for reexamination of the patent
mailed to the patent owner at the address as provided
for in § 1.33(c) is returned to the Office undelivered,
the notice published in the Official Gazette under
§ 1.11(c) will be considered to be constructive notice
and reexamination will proceed.

{46 FR 29186, May 29, 1981, effective July 1, 1981]

§ 1.536 Statement and amendment by patent owner.

(a) Except as provided in § 1.510(e), no statement
or other response by the patent owner shall be filed prior
to the determinations made in accordance with §§ 1.515
or 1.520. If a premature statement or other response is
filed by the patent owner it will not be acknowledged or
congidered in making the determination.

(b) The order for reexamination will set a period of
not less than two months from the date of the order
within which the patent owner may file a statement on
the new question of patentability including any proposed
amendments the patent owner wishes to make.

(c) Any statement filed by the patent owner shall
clearly point out why the subject matter as claimed is not
anticipated or rendered obvious by the prior art patents or
printed publications, either alone or in any reasonable
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combinations. Any statement filed must be served upon
the reexamination requester in accordance with § 1.248.

(d) Any proposed amendment to the description’

and claims must be made in accordance with § 1.121(f).
No amcndment may cnlarge the scope of the claims of
the patent or introduce new matter. No amended or new
claims may be proposed for entry in an expired patent.
Moreover, no amended or new claims will be incorpo-
rated into the patent by certificate issued after the
expiration of the patent.

(e) Although the Office actions will treat proposed
amendments as though they have been entered, the
proposed amendments will not be effective until the
reexamination certificate is issued.

{46 FR 29186, May 29, 1981, effective July 1, 1981]

& 1.535 Reply by requester.

A reply to the patent owner s statement under
§ 1.530 may be filed by the reexamination requester
within two months from the date of service of the patent
owner’s statement. Any reply by the requester must be
served upon the patent owner in accordance with
§ 1.248. If the patent owner does not file a statement
under § 1.530, no reply or other submission from the
reexamination requester will be considered.

{46 FR 29186, May 29, 1981, effective July 1, 1981]

& 1.540 Consideration of responses.

The failure to timely file or serve the documents set
forth in §§ 1.530 or in 1.535 may result in their being
refused consideration. No submissions other than the
statement pursuant to § 1.530 and the reply by the
requester pursuant to § 1.535 will be considered prior to

examination.
{46 FR 29186, May 29, 1981, effective July 1, 1981]

§ 1.550 Conduct of reexamination proceedings.

(a) All reexamination proceedings, including any
appeals to the Board of Patent Appeals and Interfer-
ences, will be conducted with special dispatch within the
Office. After issuance of the reexamination order and
expiration of the time for submitting any responses
thereto, the examination will be conducted in accor-
dance with §§ 1.104 through 1.119 and will result in the
issuance of a reexamination certificate under § 1.570.

(b) The patent owner will be given at least 30 days to
respond to any Office action. Such response may include
further statements in response to any rejections and/or
pro- posed amendments or new claims to place the
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lpatent ina condltlon where all clalms, if amcnded as
proposed, would bepatentable. . -

(c) The time for takmg any. action’ by a patcnt :

owner in a reexammatlon proceeding will be extended'!'-' 1
only for sufficient cause, and for a- reasonable time -
'specnfxed Any request for- such extensnon must ‘be filed

on or before the day on ‘which action by the patent
owner is due, but in no case will the mere filing of a_
request effect any extension. See § 1.304('a) fqr' exten-
sions of time for filing a notice of appeal to the U.S.
Court of Appeals for the Federal Circuit or for
commencing a civil action,

(d) If the patent owner fails to file a timely and
appropriate response to any Office action, the reex-
amination proceeding will be terminated and the Com-
missioner will proceed to issue a certificate under § 1.570
in accordance with the last action of the Office. '

(e) The reexamination requester will be sent
copies of Office actions issued during the reexamina-
tion proceeding. Any document filed by the patent
owner must be served on the requester in the manner
provided in § 1.248. The document must reflect service
or the document may be refused consideration by the
Office. The active participation of the reexamination
requester ends with the reply pursuant to § 1.535, and
no further submissions on behalf of the reexamination
requester will be acknowledged or considered. Further,
no submissions on behalf of any third parties will be
acknowledged or considered unless such submissions
are (1) in accordance with § 1.510 or (2) entered in the
patent file prior to the date of the order to reexamine
pursuant to § 1.525. Submissions by third parties, filed

-after the date of the order to reexamine pursuant to

§ 1.525, must meet the requirements of and will be
treated in accordance with § 1.501(a).

{46 FR 29186, May 29, 1981, effective July |, 1981; para. (¢},
49 FR 556, Jan. 4, 1984, effective Apr.'l, 1984; para. (a), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 198S; para. (c), 54 FR
29553, July 13, 1989, effective Aug. 20, 1989)

§ 1.552 Scope of reexamination in reexamination
proceedings.

(a) Patent claims will be reexamined on the basis of -
patents or printed publications.

(b) Amended or new claims presented during a
reexamination proceeding must not enlarge the scope of
the claims of the patent and will be examined on the basis
of patents or printed publications and also for com-
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pliance with the requirements of 35 U.S.C. 112 and the
new matter prohibition of 35 U.S.C. 132.

(c) Questions other than those indicated in para-
graph (a) and (b) of this section will not be resolved in-a
reexamination proceeding. If such questions are discov-
ered during a reexamination proceeding, the existence
of such questions will be noted by the examiner in an
Office action, in which case the patent owner may desire
to consider the advisability of filing a reissue application
to have such questions considered and resolved.

[46 FR 29186, May 29, 1981, effective July 1, 1981]

§ 1.555 Information materialtopatentabilityin
reexamination proceedings.

(a) A patent by its very nature is affected with a
public interest. The public interest is best served, and the
most effective reexamination occurs when, at the time a
reexamination proceeding is being conducted, the
Office is aware of and evaluates the teachings of all
information material to patentability in a reexamination
proceeding. Each individual associated with the patent
owner in a reexamination proceeding has a duty of
candor and good faith in dealing with the Office,
which includes a duty to disclose to the Office all
information known to that individual to be material to
patentability in a reexamination proceeding. The indi-
viduals who have a duty to disclose to the Office all
information known to them to be material to patent-
ability in a reexamination proceeding are the patent
owner, each attorney or agent who represents the patent
owner, and every other individual who is substantively
involved on behalf of the patent owner in a reexamina-
tion proceeding. The duty to disclose the information
exists with respect to each claim pending in the reex-
amination proceeding until the claim is cancelled.
Information material to the patentability of a can-
celled claim need not be submitted if the information is
not material to patentability of any claim remaining
under consideration in the reexamination proceeding.
The duty to disclose all information known to be
material to patentability in a reexamination proceeding
is deemed to be satisfied if all information known to be
material to patentability of any claim in the patent after
issuance of the reexamination certificate was cited by the
Office or submitted to the Office in an information
disclosure statement. However, the duties of candor,
good faith, and disclosure have not been complied with if
any fraud on the Office was practiced or attempted or
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“the duty of disclosure was violated through bad faith or

intentional misconduct by, or on behalf of, the patent
owner in the reexamination proceeding. Any informa-
tion disclosure statement must be filed with the items
listed in § 1.98(a) as applied to individuals associated
with the patent owner in a reexamination proceeding, -
and should be filed within two months of the date of
the order for reexamination, or as soon thereafter as
possible. o o

(b) Under this section, information is material to
patentability in a reexamination proceeding when it is
not cumulative to information of record or being made
of record in the reexamination proceeding, and

(1)It is a patent or printed publication that
establishes, by itself or in combination with other patents
or printed publications, a prima facie case of unpatent-
ability of a claim; or

(2) It refutes, or is inconsistent with, a position the
patent owner takes in:

(i) Opposing an argument of unpatentability relied
on by the Office, or '
(ii) Asserting an argument of patentability.

A prima facie case of unpatentability of a claim
pending in a reexamination proceeding is established
when the information compels a conclusion that a claim
is unpatentable under the preponderance of evidence,
burden-of —proof standard, giving each term in the claim
its broadest reasonable construction consistent with the
specification, and before any consideration is given to
evidence which may be submitted in an attempt to
establish a contrary conclusion of patentability.

(c) The responsibility for compliance with this
section rests upon the individuals designated.in para-
graph (a) of this section and no evaluation will be made
by the Office in the reexamination proceeding as to
compliance with this section. If questions of compliance
with this section are discovered during a reexamination
proceeding, they will be noted as unresolved questions in
accordance with § 1.552(c).

[46 FR 29187, May 29, 1981, effective July 1, 1981; 47 FR
21752, May 19, 1982, effective July 1, 1982; paras. (a) and (b), 49
FR 556, Jan. 4, 1984, effective Apr. 1, 1984; revised 57 FR 2021,
Jan. 17, 1992, effective Mar. 16, 1992]

§ 1.560 Interviews in reexamination proceedings.

(a) Interviews in reexamination proceedings pend-
ing before the Office between examiners and the owners
of such patents or their attorneys or agents of record
must be had in the Office at such times, within Office
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hours, as the respective examiners may desxgnate‘

Interviews will not be permitted at-any other time or
place without the authority of the Commissioner.
Interviews for the discussion of the patentability of
claims in patents involved in reexamination proceedings
will not be had prior to the first official action thereon.
Interviews should be arranged for in advance. Requests
that reexamination requesters participate in interviews
with examiners will not be granted.

(b) In every instance of an interview with an
examiner, a complete written statement of the reasons
presented at the interview as warranting favorable
action must be filed by the patent owner. An interview
does not remove the necessity for response to Office
actions as specified in § 1.111.

[46 FR 29187, May 29, 1981, effective July 1, 1981]

$ 1.565 Concurrent office proceedings.

(a) In any reexamination proceeding before the
Office, the patent owner shall call the attention of the
Office to any prior or concurrent proceedings in which
the patent is or was involved such as interferences,
reissue, reexaminations, or litigation and the results of
such proceedings.

(b) If a patent in the process of reexamination is or
becomes involved in litigation or a reissue application
for the patent is filed or pending, the Commissioner shall
determine whether or not to stay the reexamination or
reissue proceeding.

{c) If reexamination is ordered while a prior
reexamination proceeding is pending, the reexamina-
tion proceedings will be consolidated and result in the
issuance of a single certificate under § 1.570.

(d) If a reissue application and a reexamination
proceeding on which an order pursuant to § 1.525 has
been mailed are pending concurrently on a patent, a
decision will normally be made to merge the two
proceedings or to stay one of the two proceedings.
Where merger of a reissue application and a reexamina-
tion proceeding is ordered, the merged examination will
be conducted in accordance with § 1.171 through § 1.179
and the patent owner will be required to place and
maintain the same claims in the reissue application and
the reexamination proceeding during the pendency of
the merged proceeding. The examiner’s actions and any
responses by the patent owner in a merged proceeding
will apply to both the reissue application and the
reexamination proceeding and be physically entered
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into both files. Any reexamination proceeding merged
with a reissue application shall be terminated: by the -
grant of the reissued patent. . L

(¢) If a patent in the process of reexammatlon is
or becomes involved in an- mterference the Commis-
sioner may stay reexamination or the interference.
The Commissioner will not consider a request to stay
an interference unless a motion (§ 1.635) to-stay the
interference has been presented to, and denied by, an
examiner—in~-chief and the request is filed within ten
(10) days of a decision by an examiner—in-—chief
denying the motion for a stay or such other time as the
examiner—in—chief may set.

[46 FR29187,May29, 1981, effectiveJuly 1, 1981, paras.
(b)and(d),,47FR21753,May 19, 1982, effective July 1, 1982;
paras.(b)&(e),49FR48416,Dec.12,1984,50FR23123,May
31, 1985, effective Feb. 11, 1985}

CERTIFICATE

§ 1.570 Issuance of reexamination certificate after
reexamination proceedings.

(a) Uponthe conclusion of reexamination proceed-
ings, the Commissioner will issue a certificate in
accordance with 35 U.8.C. 307 setting forth the resuits of
the reexamination proceeding and the content of the
patent following the reexamination proceeding.

(b) A certificate will be issued in each patent in
which a reexamination proceeding has been ordered
under § 1.525. Any statutory disclaimer filed by the
patent owner will be made part of the certificate.

(¢) The certificate will be mailed on the day of its
date to the patent owner at the address as provided for in
§ 1.33(c). A copy of the certificate will also be mailed to
the requester of the reexamination proceeding.

(d) If a certificate has been issued which cancels all
of the claims of the patent, no further Office proceedings
will be conducted with regard to that patent or any
reissue applications or reexamination requests relating
thereto.

(e) If the reexamination proceeding is terminated
by the grant of a reissued patent as provided in § 1.565(d)
the reissued patent will constitute the reexamination
certificate required by this section and 35 U.S.C. 307.

(f) A notice of the issuance of each certificate
under this section will be published in the Official Gazette
on its date of issuance.

[46 FR 29187, May 29, 1981, effective July 1, 1981; para. (e},
47 FR 21753, May 19, 1982, effective date July 1, 1982]
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Subpart E — Interferences
§ 1.601 Scopeof i'ules, definitions. -
This subpart governs the procedure in  patent

interferences in the Patent and Trademark Office. This
subpart shall be construed to secure the just, speedy, and

inexpensive determination of every interference. For the
meaning of terms in the Federal Rules of Evidence as
applied to interferences, see § 1.671(c). Unless other-
wise clear from the context, the following definitions
apply to this subpart:

(a) Additional discovery is discovery to which a
party may be entitled under § 1.687 in addition to
discovery to which the party is entitled as a matter of
right under § 1.673(a) and (b).

(b) Affidavit means affidavit, declaration under
§ 1.68, or statutory declaration under 28 U.S.C. § 1746.
A transcript of an ex parte deposition may be used as an
affidavit.

(c) Board means the Board of Patent Appeals and
Interferences.

(d) Case-in-chief means that portion of a party’s
case where the party has the burden of going forward
with evidence.

{e) Case—~in—~rebuttal means that portion of a
party’s case where the party presents evidence in
rebuttal to the case ~in—chief of another party.

(f) A count defines the interfering subject matter
between two or more applications or between one or
more applications and one or more patents. At the time
the interference is initially declared, a count should be
broad enough to encompass all of the claims that are

patentable over the prior art and designated to corre-

spond to the count. When there is more than one count,
each count shall define a separate patentable invention.
Any claim of an application or patent that is designated
to correspond to a count is a claim involved in the
interference within the meaning of 35 U.S.C. 135(a). A
claim of a patent or application that is designated to
correspond to a count and is identical to the count is said
to correspond exactly to the count. A claim of a patent or
application that is designated to correspond to a count
but is not identical to the count is said to correspond
substantially to the count. When a count is broader in
scope than all claims which correspond to the count, the
count is a phantom count.

(g) The effective filing date of an application is the
filing date of an earlier application, benefit of which is

121, or 365 or, if no beneflt is accorded the fi ling date of :

the apphcatlon The effectwe fi]mg date. of apatenti is the ,.'
. fxlmg date of an earher apphcatlon, benef t of which i s

accorded to the patent under 35 U. §.C. 119,120, 121, or -

-365 or, if no benefit is accorded the ﬁlmg date of the Y

application which 1ssued as the patent

(h) In the case of an apphcatlon, fxlmg date means
the filing date assugned to the apphcatlon In the case of a
patent, ”fllmg date” means the filing date assigned to the
application which issued as the patent.

(i) Aninterference is a proceeding instituted in the
Patent and Trademark Office before the Board to
determine any question of patentability and priority of
invention between two or more parties claiming the
same patentable invention. An interference may be
declared between two or more pending applications
naming different inventors when, in the opinion of an
examiner, the applications contain claims for the same
patentable invention. An interference may be declared
between one or more pending applications and one or
more unexpired patents naming different inventors
when, in the opinion of an examiner, any application and
any unexpired patent contain claims for the same
patentable invention.

(i) An interference—in—fact exists when at least
one claim of a party that is designated to correspond to a
count and at least one claim of an opponent that is
designated to correspond to the count define the same
patentable invention.

(k) Alead attorney or agent is a registered attorney
or agent of record who is primarily responsible for
prosecuting an interference on behalf of a party and is
the attorney or agent whom an administrative patent
judge may contact to set times and take other action in
the interference.

(I) A party is an applicant or patentee involved in
the interference or a legal representative or an assignee
of record in the Patent and Trademark Office of an
applicant or patentee involved in an interference.
Where acts of a party are normally performed by an
attorney or agent, “party” may be construed to mean the
attorney or agent. An inventor is the individual named as
inventor in an application involved in an interference or
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the individual named as inventor in a patent involved in
an interference.

(m) A senior party is the party with the earliest
effective filing date as to all counts or, if there is no party
with the earliest effective filing date as to all counts, the
party with the earliest filing date. A junior party is any
other party.

. (n) Invention “A” is the same patentable invention
asan invention "B” when invention “A” is the same as (35
U.S.C. 102) or is obvious (35 U.S.C. 103) in view of
invention ”B” assuming invention “B” is prior art with
respect to invention “A”. Invention “A” is a separate
patentable invention with respect to invention "B” when
invention “A” is new (35 U.S.C. 102) and non~obvious
(35 US.C. 103) in view of invention “B” assuming
invention ”B” is prior art with respect to invention “A”.

(o) Sworn means sworn or affirmed.

(p) United States means the United States of
America, its territories and possessions.

(q) A final decision is a decision awarding judgment
as to ail counts. An interlocutory order is any other
action taken by an administrative patent judge or the
Board in an interference, including the notice declaring
an interference.

(r) NAFTA country means NAFTA country as
defined in section 2(4) of the North American Free
Trade Agreement Implementation Act, Pub. L.
103182, 107 Stat. 2060 (19 U.S.C. 3301).

(s) WTO member country means WTO member
country as defined in section 2(10) of the Uruguay
Round Agreements Act, Pub. L. 103—465, 108 Stat. 4813
(19 U.S.C. 3501).

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; SO FR
23123, May 31, 1985; para. (q) added, 58 FR 49432, Sept. 23,
1993, effective Oct. 25, 1993; paras. (f), (), (j)=(n), and (q)
revised, paras. (r) and (s) added, 60 FR 14488, Mar 17, 1995,
effective Apr. 21, 1995]

§ 1.602 Interestimepplications and patents involved in
an interference.

(a) Unless good cause is shown, an interference
shall not be declared or continued between (1) applica-
tions owned by a single party or (2) applications and an
unexpired patent owned by a single party.

(b) The parties, within 20 days after an interference
is declared, shall notify the Board of any and all right,
title, and interest in any application or patent involved or
relied upon in the interference unless the right, title, and
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interest is set forth in the notice declaring the interfer-
ence.

" (c) Ifachange of any right, title, and interest in any
application or patent involved or relied upon in the
interference occurs after notice is given declaring the
interference and before the time expires for seeking
judicial review of a final decision of the Board, the
parties shall notify the Board of the change within
20 days after the change.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
para. (c) revised, 60 FR 14488, Mar 17, 1995, effective Apr. 21,
1995]

§ 1.603 Interference between applications; subject
matter of the interference.

Before an interference is declared between two or
more applications, the examiner must be of the opinion
that there is interfering subject matter claimed in the
applications which is patentable to each applicant
subject to a judgment in the interference. The interfering
subject matter shall be defined by one or more counts.
Each application must contain, or be amended to
contain, at least one claim that is patentable over the
prior art and corresponds to each count. Allclaims in the
applications which define the same patentable invention
as a count shall be designated to correspond to the count.

[Added,49FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
revised, 60 FR 14488, Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.604 Request for interference between applications
by an applicant.

(a) An applicant may seek to have an interference
declared with an application of another by,

(1) Suggesting a proposed count and presenting at
least one claim corresponding to the proposed count or
identifying at least one claim in its application that
corresponds to the proposed count,

(2) Identifying the other application and, if known,
a claim in the other application which corresponds to the
proposed count, and

(3) Explaining why an interference should be de-

(b) When an applicant presents a claim known to
the applicant to define the same patentable invention
claimed in a pending application of another, the
applicant shall identify that pending application, unless
the claim is presented in response to a suggestion by the
examiner. The examiner shall notify the Commissioner
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of any instance where it appears an applicant may have
failed to comply with the provisions of this paragraph.

[49 FR 48416, Dec. 12,1984, added effective Feb. 11, 1985;
para. (a)(1) revised, 60 FR 14488, Mar 17, 1995; effectrve Apr.

21, 1995]

§ 1.605 Suggestion of claim to applicant by examiner.
(a) Ifnoclaiminan application isdrawn to the same

patentable invention claimed in another application or:

patent, the examiner may suggest that an applicant
present a claim drawn to an invention claimed in another
application or patent for the purpose of an interference
with another application or a patent. The applicant to
whom the claim is suggested shall amend the applica-
tion by presenting the suggested claim within a time
specified by the examiner, not less than one month.
Failure or refusal of an applicant to timely present the
suggested claim shall be taken without further action as a
disclaimer by the applicant of the invention defined by
the suggested claim. At the time the suggested claim is
presented, the applicant may also call the examiner’s
attention to other claims already in the application or
presented with the suggested claim and explain why the
other claims would be more appropriate to be desig-
nated to correspond to a count in any interference which
may be declared.

(b) The suggestion of a claim by the examiner for
the purpose of an interference will not stay the period for
responsc to any outstanding Office action. When a
suggested claim is timely presented, ex parte proceed-
ings in the application will be stayed pending a deter-
mination of whether an interference will be declared.

[49FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
para. (a) revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21,
1995]

§ 1.606 Interference between an application and a

patent; subject matter of the interference.
Before an interference is declared between an
application and an unexpired patent, an examiner must
determine that there is interfering subject matter
claimed in the application and the patent which is
patentable to the applicant subject to a judgment in the
interference. The interfering subject matter will be
defined by one or more counts. The application must
contain, or be amended to contain, at least onie claim that
is patentable over the prior art and corresponds to each
count. The claim in the application need not be, and
most often will not be, identical to a claim in the patent.
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All claims in the apphcatnon and patent which defme the -

‘same patentable invention as a count shall be desrgnated: ;
‘to correspond to the count. Atthe time an interference.
is - initially declared (§ 1611) a:count. shall not be‘ o

narrower in scope than any apphcauon clarm that is

patentable over the pnor art and desrgnated to corre-, o
spond to the count or any- patent. claim desrgnated to

correspond to- the count. Any smgle patent clalm

 designated to correspond to-the count will be presumed

subject to a motion under § 16337(c), not to contain

separate patentable inventions. ,
[49 FR 48416, Dec. 12, 1984, added effective Feb 11, 1985;
revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21, 1995]

§ 1.607 Request by applicant for interference with
patent.

(a) An applicant may seek to have an interference
declared’ between an application and an unexpired
patent by,

(1) Identifying the patent,

(2) Presenting a proposed count,

(3) Identifying at least one claim in the patent
corresponding to the proposed count,

(4) Presenting at least one claim corresponding to
the proposed count or identifying at least one claim
already pending in its application that corresponds to the
proposed count, and, if any claim of the patent or
application identified as corresponding to the proposed
count does not correspond exactly to the proposed
count, explaining why each such claim corresponds to the
proposed count, and

(5) Applying the terms of any application claim

(i) Identified as corresponding to the count and
(ii)Not previously in the application to the
disclosure of the application.

(6) Explaining how the requirements of 35 U.S.C.
135(b) are met, if the claim presented or identified under
paragraph (a)(4) of this section was not present in the
application until more than one year after the issue date
of the patent.

(b) When an applicant seeks an interference with a
patent, examination of the application, including any
appeal to the Board, shall be conducted with special
dispatch within the Patent and Trademark Office. The
examiner shall determine whether there is interfering
subject matter claimed in the application and the patent
which is patentable to the applicant subject to a
judgment in an interference. If the examiner determines
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§ 1.608

that there is any mterfermg subject matter, an mterfer- e

ence will be declared. If the examiner determines. that
there is no interfering subject matter, the examiner shall

state the reasons why an interference is- not being

declared and otherwise act on the application.

(c) When an appl\cant presents a claim which
corresponds exactly or substantially to a claim of a
patent, the applicant shall identify the patent and the
number of the patent claim, unless the claim is presented
in response to a suggestion by the examiner. The
examiner shall notify the Commissioner of any instance
where an applicant fails to identify the patent.

(d) A notice that an applicant is seeking to provoke
an interference with a patent will be placed in the file of
the patent and a copy of the notice will be sent to the
patentee. The identity of the applicant will not be
disclosed unless an interference is declared. If a final
decision is made not to declare an interference, a notice
to that effect will be placed in the patent file and will be
sent to the patentee.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985,
para.(a)amended 53 FR 23735, June 23, 1988, effective Sept. 12,
1988; para. (a)}(5)(i) revised, 58 FR 54504, Oct. 22, 1993, effect-
ive Jan. 3, 1994; para. (a)(4) revised, para. (a)(6) added,
60 FR 14488, Mar 17, 1995; effective Apr. 21, 1995]

§ 1.608 Interference between an application and a
patent; prima facie showing by applicant.

(a) When the effective filing date of an application
is three months or less after the effective filing date of a
patent, before an interference will be declared, either
the applicant or the applicant’s attorney or agent of
record shall file a statement alleging that there is a basis
upon which the applicant is entitled to a judgment
relative to the patentee.

(b) When the effective filing date of an application
is more than three months after the effective filing date
of a patent, the applicant, before an interference will be
declared, shall file evidence which may consist of patents
or printed publications, other documents, and one or
more affidavits which demonstrate that applicant is
prima facie entitled to a judgment relative to the
patentee and an explanation ‘stating with particularity
the basis upon which the applicant is prima facie entitled
to the judgment. Where the basis upon which an
applicant is entitled to judgment relative to a patentee is
priority of invention, the evidence shall include affida-
vits by the applicant, if possible, and one or more
corroborating witnesses, supported by documentary
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ewdence if avallable, each settmg out a factual descrlp-
tion of acts and cxrcumstanccs performed or observed by -

“the affiant, which. collectlvely would prima facne entntle_ﬂjt‘
- the applicant to judgment on prlonty with respect’ tothe
effective filing date of the patent. To facilitate prepara-

tion of a record § 1, 653(g)) for final hearmg, an appllcant

- should file affldawts on paper which is 21.8 by 27 9cm.
(8« x 1 mches) The sxgmfxcance of any. prmted P
publlcanon or-other-document which'is self— authenti- =

cating within. the meamng of Rule 902 of the Federal B

Rules of Evidence or § 1. 671(d) and ‘any patent shall be

discussed in an affidavit or the explanation.  Any printed
publication or other document which is not self —authen-
ticating shall be authenticated and discussed with
particularity in an affidavit. Upon a showing of good
cause, an affidavit may be based on information and
belief. If an examiner finds an application to be in
condition for declaration of an interference, the examin-
er will consider the evidence and explanation only to the
extent of determining whether a basis upon which the
application would be entitled to a judgment relative to
the patentee is alleged and, if a basis is alleged, an
interference may be declared.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
revised, 60 FR 14488, Mar 17, 1995, effective Apr. 21, 1995]

§ 1.609 Preparation of interference papers by
examiner.

When the examiner determines that an interference
should be declared, the examiner shall forward to the
Board:

(a) All relevant application and patent files and

(b) A statement identifying: ’

(1) The proposed count or counts and, if there is
more than one count proposed, explaining why the
counts define different patentable inventions;

(2) The claims of any application or patent which
correspond to each count, explaining why each claim
designated as corresponding to a count is directed to the
same patentable invention as the count;

(3) The claims in any application or patent which
do not correspond to each count and explaining why each
claim designated as not corresponding to any count is not
directed to the same patentable invention as any count;
and '

(4) Whether an applicant or patentee is entitled to
the benefit of the f'ling date of an earlier application
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and, if so, sufﬂcxent mformatlon to ldentlfy the earller
application.
[49 FR 48416, Dec 12, 1984 addedeffectlve Feb. 11 1985

paras. (b)(1)=(b)(3) revrsed 60 FR 14488, Mar 17, 1995; -

effective Apr. 21, 1995]

§ 1.610 Aesignment' of interference to administrative
patent judge, time period for completmg
interference.

(a) Each interference will be declared by an admin-
istrative patent judge who may enter all interlocutory

orders in the interference, except that only the Board
shall hear oral argument at final hearing, enter a decision
under §§ 1.617, 1.640(e), 1.652, 1.656(i) or 1.658, or
enter any other order which terminates the interference.

(b) As necessary, another administrative patent
judge may act in place of the one who declared the
interference. At the discretion of the administrative
patent judge assigned to the interference, a panel
consisting of two or more members of the Board may
enter interlocutory orders.

(c) Unless otherwise provided in this subpart, times
for taking action by a party in the interference will be set
on a case—by-—case basis by the administrative patent
judge assigned to the interference. Times for taking
action shall be set and the administrative patent judge
shall exercise control over the interference such that the
pendency of the interference before the Board does not
normally exceed two years.

(d) An administrative patent judge may hold a
conference with the parties to consider simplification of
any issues, the necessity or desirability of amendments to
counts, the possibility of obtaining admissions of fact and
genuineness of documents which will avoid unnecessary
proof, any limitations on the number of expert witnesses,
the time and place for conducting a deposition
(§ 1.673(g)), and any other matter as may aid in the
disposition of the interference. After a conference, the
administrative patent judge may enter any order which
may be appropriate,

(e) The administrative patent judge may determine
a proper course of conduct in an interference for any
situation not specifically covered by this part.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21, 1995]

§ 1.611 Declaration of interference.
(a) Notice of declaration of an intesference will be
sent to each party.
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(b) When a nottce of declaratlon is returned to the

Patent and Trademark Office undellvered or'in any' S
other crrcumstance where appropnate, an admmlstra- RN
tive patent ]udge may. send a copy of the nottce toa o

k patentee named in a patent mvolved m an mterference'! Ll v

or the' patentee s-assignee of record in- the Patent andf«_'

“Trademark Office or order. pubhcatton of an appropnate o

notice in the Off cial Gazette. - ,

(c) The notice of declaratlon shall specrfy

(1) The name and resrdence of each party mvolved
in the interferénce; : o

(2) The name and address of record of any attomey B
or agent of record in any application or patent involved
in the interference;

(3) The name of any assignee of record in the Patent
and Trademark Office; - '

(4) The identity of any application or patent
involved in the interference; '

(5) Where a party is accorded the benefit of the
filing date of an earlier application, the identity of the
earlier application;

(6) The count or counts and, if there is more than
one count, the examiner’s explanation why the counis
define different patentable inventions;

(7) The claim or claims of any application or any
patent which correspond to each count;

(8) The examiner’s explanation as to why each
claim designated as corresponding to a count is directed
to the same patentable invention as the count and why
each claim designated as not corresponding to any count
is not directed to the same patentable invention as any
count; and -

(9) The order of the parties.

(d) The notice of declaration may also specify the
time for:

(1) Filing a preliminary statement as provided in
§ 1.621(a);

(2) Serving notice that a preliminary statement has
been filed as provided in § 1.621(b); and

(3) Filing preliminary motions authorized by
§ 1.633.

(e) Notice may be given in the Official Gazette that
an interference has been declared involving a patent.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; S0 FR
23123, May 31, 1985, paras. (b), (c)(6), (€)(7), (c)(8), (c)(9) & (d)
revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21, 1995]
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§ 1612 Access to applications

(a) ‘After an interference is declared each party o
shall have access to and may obtain copies of the files of
any application set .out in: the notice declarmg the =

interference, except for affidavits filed under § 1. 131 and

any evidence and explanation under § 1.608 frle_d o
separate from an amendment. A party seeking access to.

any abandoned or pending application referred to in the

opponent’s involved application or access to any pending '

application referred to in the opponent’s patent must file
a motion under § 1.635. See § 1.11(e) concerning public
access to interference files.

(b) After preiiminary motions under § 1.633 are
decided (§ 1.640(b)), each party shall have access to and
may obtain copies of any affidavit filed under § 1.131 and
any evidence and explanation filed under § 1.608 in any
application set out in the notice declaring the interfer-
ence. ~
(c) Any cvidence and explanation filed under
§ 1.608 in the file of any application identified in the
notice declaring the interference shall be served when
required by § 1.617(b).

(d) The parties at any time may agree to exchange
copies of papers in the files of any application identified
in the notice declaring the interference.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR
23124, May 31, 1985; para. (a) amended 53 FR 23735, June 23,

1988, effective Sept. 12, 1988; para. (a) revised, 60 FR 14488,
Mar 17, 1995, effective Apr. 21, 1995]

§ 1.613 Lead attorney, same aitorney representing
different parties in an interference, withdrawal
of attorney or agent.

(a) Each party may be required to designate one
attorney or agent of record as the lead attorney or agent.

(b) The same attorney or agent or members of the
same firm of attorneys or agents may not represent two
or more parties in an interference except as may be
permitted in this Chapter.

(c) An administrative patent judge may make
necessary inquiry to determine whether an attorney or
agent should be disqualified from representing a party in
an interference. If an administrative patent judge is of
the opinion that an attorney or agent should be
disqualified, the administrative patent judge shall refer
the matter to the Commissioner. The Commissioner will
make a final decision as to whether any attorney or agent
should be disqualified.

Rev. 1, Sept. 1995
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(d) No attorney or agent of record in an ir'rterfer-‘ o

ence may withdraw as attorney, or agent of record except.
with the approval of an admmrstratrve patent Judge and S

after reasonable notice to the party on whose behalf the.
\_,attomey or agent has appeared Arequest to. wrthdraw as o
Aattomey or agent: of record ln an’ mterference shall be, ‘
made by motion (§ 1. 635). s S AR
S 49 FR 48416, Dec. 12, 1984 added effectlve Feb 11 1985 SRR
para. (c) & (d) revrsed 60FR 14488, Mar 17, 1995 effectwe Apr o

21, 1995]

§ 1.614 Jurrsdrction over mterference ' _
(a) The Board acquires jurisdiction over an mter-
ference when the interference is declared under § 1.611. -
(b) When the interference is declared the inter-
ference is a contested case within the meaning of
35US8.C. 24. : '
(c) The examiner shall have jurisdiction over any
pending application until the interference is declared.
An administrative patent judge may for a limited
purpose restore jurisdiction to the examiner over any
application involved in the interference.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985

para. (a) & (c) revised, 60 FR 14488, Mar 17, 1995; effective Apr.
21, 1995]

§ 1.615 Suspension of ex parte prosecution.

(a) When an interference is declared, ex parte
prosecution of an application involved in the interfer-
ence is suspended. Amendments and other papers
related to the application received during pendency of
the interference will not be entered or considered in the
interference without the consent of an administrative
patent judge. ‘

(b) Ex parte prosecution as to specified matters
may be continued concurrently with the interference
with the consent of the administrative patent judge.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
S0FR 23124, May 31, 1985; revised, 60 FR. 14488, Mar 17, 1995;
effective Apr. 21, 1995]

§ 1.616 Sanctions for failure to comply with rules or
order or for taking and maintaining a frivolous
position,

(a) An administrative patent judge or the Board
may impose an appropriate sanction against a party who
fails to comply with the regulations of this part or any
order entered by an administrative patent judge or the
Board. An appropriai¢ sanction may include among
others entry of an order:
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(1) Holding. certain facts to have been establlshed
in the interference;

(2) Precluding a party from filing a paper;

(3) Precluding a party from presentmg or contest-
ing a particular issue;

(4) Precluding a party from requesting, obtaining,
or opposing discovery; -

(5) Awarding compensatory expenses and/or com-
pensatory attorney fees; or

(6) Granting judgment in the interference.

(b) An administrative patent judge or the Board
may impose a sanction, including a sanction in the form
of compensatory expenses and/or compensatory attor-
ney fees, against a party for taking and maintaining a
frivolous position in papers filed in the interference.

(c) To the extent that an administrative patent
judge or the Board has authorized a party to compel the
taking of testimony or the production of documents or
things from an individual or entity located in a NAFTA
country or a WTO member country concerning knowl-
edge, use, or other activity relevant to proving or
disproving a date of invention (§ 1.671(h)), but the
testimony, documents or things have not been produced
for use in the interference to the same extent as such
information could be made available in the United
States, the administrative patent judge or the Board
shall draw such adverse inferences as may be appropriate
under the circumstances, or take such other action
permitted by statute, rule, or regulation, in favor of the
party that requested the information in the interference,
including imposition of appropriate sanctions under
paragraph (a) of this section.

(d) A party may file a motion (§ 1.635) for entry of
an order imposing sanctions, the drawing of adverse
inferences or other action under paragraph (a), (b) or (c)
of this section. Where an administrative patent judge or
the Board on its own initiative determines that a
sanction, adverse inference or other action against a
party may be appropriate under paragraph (a), (b) or (c)
of this section, the administrative patent judge or the
Board shall enter an order for the party to show cause
why the sanction, adverse inference or other action is not
appropriate. The Board shall take action in accordance
with the order unless, within 20 days after the date of the
order, the party files a paper which shows good cause why
the sanction, adverse inference or other action would not
be appropriate.
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[49 FR 48416, Dec 12,1984, added effective Feb. 11, 1985,
S0 FR 23124, May 31, 1985; revised, 60FR 14488, Mar 17 1995;
effectwe Apr. 21, 1995] :

§ 1617 Summaryjudgment against apphcant -
(a) An. admmlstratwe patent ]udge shall review any
evidence filed by ‘an appllcant under § 1.608(b) to
determme if the applicant is prima facie entitled to a
judgment relative to the patentee. If the administrative
patent judge determines that the evidence shows the

~ applicant is prima facie entitled to a judgment relative to

the patentee, the interference shall proceed in the
normal manner under the regulations of this part. If in
the opinion of the administrative patent judge the
evidence fails to show that the applicant is prima facie
entitled to a judgment relative to the patentee, the
administrative patent judge shall, concurrently with the
notice declaring the interference, enter an order stating
the reasons for the opinion and directing the applicant,
within a time set in the order, to show cause why
summary judgment should not be entered against the
applicant.

(b) The applicant may file a response to the order,
which may include an appropriate preliminary motion
under § 1.633(c), (f) or (g), and state any reasons why
summary judgment should not be entered. Any request
by the applicant for a hearing before the Board shall be
made in the response. Additional evidence shall not be
presented by the applicant or considered by the Board
unless the applicant shows good cause why any addition-
al evidence was not initially presented with the evidence
filed under § 1.608(b). At the time an applicant files a
response, the applicant shall serve a copy of any evidence
filed under § 1.608(b) and this paragraph.

(c) If aresponse is not timely filed by the applicant,
the Board shall enter a final decision granting summary
judgment against the applicant.

(d) If a response is timely filed by the applicant, all
opponents may file a statement and may oppose any
preliminary motion filed under § 1.633(c), (f) or (g) by
the applicant within a time set by the administrative
patent judge. The statement may set forth views as to
why summary judgment should be granted against the
applicant, but the statement shall be limited to discussing
why all the evidence presented by the applicant does not
overcormne the reasons given by the administrative patent
judge for issuing the order to show cause. Except as
required to oppose a motion under § 1.633(c), (f) or (g)

Rev. 1, Sept. 1995



MANUAL OF PATENT EXAMINING PROCEDU_RE

§ 1.618

by the applicant, evidence shall not be filed by any

opponent. An opponent may not request a hearing.

() Within a time authorized by the administrative
patent judge, an applicant may file a reply to any
statermnent or opposition filed by any opponent.

(f) When more than two parties are involved in an
interference, all parties may participate in summary
judgment proceedings under this section. '

(g) If a response by the applicant is timely filed, the
administrative patent judge or the Board shall decide
whether the evidence submitted under (§ 1.608(b) and
any additional evidence properly submitted under para-
graphs (b) and (e) of this section shows that the applicant
is prima facie entitled to a judgment relative to the
patentee. If the applicant is not prima facie entitled to a
judgment relative to the patentee, the Board shall enter
a final decision granting summary judgment against the
applicant. Otherwise, an interlocutory order shall be
entered authorizing the interference to proceed in the
normal manner under the regulations of this subpart.

(h) Only an applicant who filed evidence under
§ 1.608(b) may request a hearing. If that applicant
requests a hearing, the Board may hold a hearing prior to
entry of a decision under paragraph (g) of this section.
The administrative patent judge shall set a date and time
for the hearing. Unless otherwise ordered by the
administrative patent judge or the Board, the applicant
and any opponent will each be entitled to no more than
30 minutes of oral argument at the hearing.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
50 FR 23124, May 31, 1985; paras. (a), (b), (d), (), (), & (h)
revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21, 1995]

§ 1.618 Return of unauthorized papers.

(a) An administrative patent judge or the Board
shall return to a party any paper presented by the party
when the filing of the paper is not authorized by, or is not
in compliance with the requirements of, this subpart.
Any paper returned will not thereafter be considered in
the interference. A party may be permitted to file a
corrected paper under such conditions as may be
deemed appropriate by an administrative patent judge
or the Board.

(b) When presenting a paper in an interference, a
party shall not submit with the paper a copy of a paper
previously filed in the interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
amended 60 FR 14488--536, Mar 17, 1995]
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§ 1.621 Preliminary statement, time for ming, noticeof
- filing, B

(a) ‘Within the time set  for fllmg prellmmary
motions under § 1_633 each party may file a preliminary
statement. The preliminary statement may be signed by

~ any individual having knowledge of -the facts recxted

therein or by an attorney or agent of record.
~ *(b) When a party files a prchml_na_ry statemént, the .
party shall also simultaneously file and serve on all
opponents in the interference a notice stating that a
preliminary statement has been filed. ‘A copy of the -
preliminary statement need not be served until ordered .
by the administrative patent judge.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985;50FR 23124, May 31, 1985; revised, 60 FR 14488, Mar 17,
1995; effective Apr. 21, 1995] :

§ 1.622 Preliminary statement, who made invention,
where invention made.

(a) A party’s preliminary statement must identify
the inventor who made the invention defined by each
count and must state on behalf of the inventor the facts
required by paragraph (a) of §§ 1.623, 1.624, and 1.625 as’
may be appropriate. When an inventor identified in the
preliminary statement is not an inventor named in the
party’s application or patent, the party shall file a motion
under § 1.634 to correct inventorship.

(b) The preliminary statement shall state whether
the invention was made in the United States, a NAFTA
country (and, if so, which NAFTA country), a WTO
member country (and if so, which WTO member
country), or in a place other than the United States, a
NAFTA country, or a WTO member country. If made in
a place other than the United States, a NAFTA country,
or a WTO member country, the preliminary statement
shall state whether the party is entitled to the benefit of
35U.S.C. 104(a)(2).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
para. (b) revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21,
1995)

§ 1.623 Preliminary statement; invention made in
United States, 2 NAFTA country, or a WTO
member country. |

(a) When the invention was made in the United

States, a NAFTA country, or a WTO member country, or

a party is entitled to the benefit of 35 U.S.C. 104(a)(2),

the preliminary statement must state the following facts

as to the invention defined by each count: '
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(1) The date on which the t” rst drawing of the

invention was made.

(2) The date on which the first written descrrptlon
of the invention was made.

(3) The datc on which the invention was first
disclosed by the inventor to another person.

(4) The date on which the invention was first
conceived by the inventor.

(5) The date on which the invention was first
actually reduced to practice. If the invention was not
actually reduced to practice by or on behalf of the
inventor prior to the party’s filing date, the preliminary
statement shall so state.

(6) The date after the inventor’s conception of the
invention when active exercise of reasonable diligence
toward reducing the invention to practice began.

(b) If a party intends to prove derivation, the
preliminary statement must also comply with § 1.625.

(c) When a party alleges under paragraph (a)(1) of
this section that a drawing was made, a copy of the first
drawing shall be filed with and identified in the
preliminary statement. When a party alleges under
paragraph (a)(2) of this section that a written descrip-
tion of the invention was made, a copy of the first written
description shall be filed with and identified in the
preliminary statement. See § 1.628(b) when a copy of the
first drawing or written description cannot be filed with
the preliminary statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
para. (2) revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21,
1995]

§ 1.624 Preliminary statement; invention made in a
place other than the United States, a NAFTA
country, or 2 WT'O member country.

(a) When the invention was made in a place other
than the United States, a NAFTA country, or a WTO
member country and a party intends to rely on introduc-
tion of the invention into the United States, a NAFTA
country, or a WTO member country, the preliminary
statement must state the following facts as to the
invention defined by each count:

(1) The date on which a drawing of the invention
was first introduced into the United States, a NAFTA
country, or a WTO member country.

(2) The date on which a written description of the
invention was first introduced into the United States, a
NAFTA country, or a WTO member country.
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(3) The date on which the invention was’ first
disclosed to. another person .in the United States, a
NAFTA country, ora WTO member country
(4) The date on which the inventor’s’ .conception of
the invention was first mtroduccd into the United Statcs,

.a NAFTA country, ora WTO member country

(5) The date ‘on which. an-- actual reduction to
practice of the invention was first introduced into the
United States, a NAFTA country, or a WTO member
country. If an actual reduction to practice of the
invention was not introduced into the United States, a
NAFTA country, or a WTO member country, the
preliminary amendment shall so state.

(6) The date after introduction of the inventor’s
conception into the United States, a NAFTA country, or
a WTO member country when active exercise of
reasonable diligence in the United States, a NAFTA
country, or a WTO member country toward reducing the
invention to practice began.

(b) If a party intends to prove derivation, the
preliminary statement must also comply with § 1.625.

(c) When a party alleges under paragraph (a)(1) of
this section that a drawing was' introduced into the
United States, a NAFTA country, or a WTO member
country, a copy of that drawing shall be filed with and
identified in the preliminary statement. When a party
alteges under paragraph (a)(2) of this section that a
written description of the invention was introduced into
the United States, a NAFTA country, or a WTO member
country, a copy of that written description shall be filed
with and identified in the preliminary statement. See
§ 1.628(b) when a copy of the first drawing or first written
description introduced in the United States, a NAFTA
country, or a WTO member country cannot be filed with
the preliminary statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,

" 1985; S0 FR 23124, May 31, 1985; para. (a) & (c) revised, 60 FR

14488, Mar 17, 1995; effective Apr. 21, 1995]

§ 1.625 Preliminary statement; derivation by an
opponent

(a) When a party intends to prove derivation by an
opponent from the party, the preliminary statement
must state the following as to the invention defined by
each count:

(1) The name of the opponent.

(2) The date on which the first drawing of the
invention was made.
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§ 1.626

(3) The date on whlch the first wrltten descnptlon
of the invention was made. '

(4) The date on which the invention was first \

disclosed by the inventor to another person.

(5) The date on which the invention was first
conceived by the inventor.

(6) The date on which the invention was first
communicated to the opponent.

(b) If a party intends to prove priority, the prehmr-
nary statement must also comply with § 1.623 or § 1.624.

(c) When a party alleges under paragraph (a)(2) of
this section that a drawing was made, a copy of the first
drawing shall be filed with and identified in the
preliminary statement. When a party alleges under
paragraph (a)(3) of this section that a written descrip-
tion of the invention was made, a copy of the first written
description shall be filed with and identified in the
preliminary statement. See § 1.628(b) when a first
drawing or first written description cannot be filed with
the preliminary statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,1985;
para. (a) revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21,
1995}

§ 1.626 Preliminary statement; earlier application.

When a party does not intend to present evidence to
prove a conception or an actual reduction to practice and
the party intends to rely solely on the filing date of an
earlier filed application to prove a constructive reduc-
tion to practice, the preliminary statement may so state
and identify the earlier filed application with particular-
ity.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21, 1995]

§ 1.627 Preliminary statement; sealing before filing,
opening of statement.

(a) The preliminary statement and copies of any
drawing or written description shall be filed in a sealed
envelope bearing only the name of the party filing the
statement and the style (e.g., Jones v. Smith) and number
of the interference. The sealed envelope should contain
only the preliminary statement and copies of any
drawing or written description. If the preliminary
statement is filed through the mail, the sealed envelope
should be enclosed in an outer envelope addressed to the
Commissioner of Patents and Trademarks in accor-
dance with § 1.1(e).

Rev. I, Sept. 1995

(b) A prelrmmary statement may be. opened only at .

. the direction of an administrative patent judge.

[49 FR48416, Dec. 12, 1984, added effective Feb. 11, 1985;

‘para. (b) revised, 60 FR 14488, Mar 17 1995; effectrve Apr 2L,
©1995] o ; S o

§ 1628 ‘Préfl‘imihay'l'y\skta'tzéme;nt; c‘oﬁe‘cﬁt'idnﬂof ervor:

(a) A material error arising through.inadvertence

‘or mistake in connection with a preliminary statément or
drawmgs orawritten descnptron submitted’ therewrth or

omitted therefrom, may. be corrected by a .motion
(§ 1.635) for leave to file a corrected statement. ‘The
motion shall be supported by an affidavit stating the date
the error was first discovered, shall be accompanied by
the corrected statement and shall be filed as soon as
practical after discovery of the error. If filed on or after
the date set by the administrative patent judge for
service of preliminary statements, the motion shall also
show that correction of the error is essential to the
interest of justice.

(b) When a party cannot attach a copy of a drawing
or a written description to the party’s preliminary
statement as required by § 1.623(c), § 1.624(c), or
§ 1.625(c), the party shall show good cause and explain in
the preliminary statement why a copy of the drawing or
written description cannot be attached to the prelimi-
nary statement and shall attach to the preliminary
statement the earliest drawing or written description
made in or introduced into the United States, a NAFTA
country, or a WTO member country which is available.
The party shall file a motion (§ 1.635) to amend its
preliminary statement promptly after the first drawing,
first written description, or drawing or written descrip-
tion first introduced into the United States, a NAFTA
country, or a WTO member country becomes available.
A copy of the drawing or written description may be
obtained, where appropriate, by a motion (§ 1.635) for
additional discovery under § 1.687 or during a testimony
period.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21, 1995]

§ 1.629 Effect of preliminary statement.

(a) A party shall be strictly held to any date alleged
in the preliminary statement. Doubts as to definiteness
or sufficiency of any allegation in a preliminary state-
ment or compliance with formal requirements will be
resolved against the party filing the statement by
restricting the party to its effective filing date or to the
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latest date of a period alleged in the preliminary

statement, as may be appropriate. A party may not

correct a preliminary statement except as prowded by
§1.628.

(b) Evidence which shows that an act alleged in the

preliminary statement occurred-prior to the date alleged
in the statement shall establish only that the act occurred
as early as the date alleged in the statement. ;

(c) If a party does not file a preliminary statement
the party:

(1) Shall be restricted to the party’s effectwe filing
date and
(2) Will not be permitted to prove that:
(i) The party made the invention prior to the
party’s filing date or '
(ii)Any opponent derived the invention from
the party.

(d) If a party files a preliminary statement which
contains an allegation of a date of first drawing or first
written description and the party does not file a copy of
the first drawing or written description with the prelimi-
nary statement as required by § 1.623(c), § 1.624(c), or
§ 1.625(c), the party will be restricted to the party’s
effective filing date as to that allegation unless the party
complies with § 1.628(b). The content of any drawing or
written description submitted with a preliminary state-
ment will not normally be evaluated or considered by the
Board.

(e) A preliminary statement shall not be used as
evidence on behalf of the party filing the statement.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
paras. (a), (c)(1) & (d) revised, 60 FR 14488, Mar 17, 1995;
effective Apr. 21, 1995]

§ 1.630 Reliance on earlier application.

A party shall not be entitled to rely on the filing date
of an earlier filed application unless the earlier applica-
tion is identified (§ 1.611(c)(5)) in the notice declaring
the interference or the party files a preliminary motion
under § 1.633 seeking the benefit of the filing date of the
carlier application.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21, 1995]

§ 1.631 Access to preliminary statement, service of
preliminary statement,
(a) Unless otherwise ordered by an administrative
patent judge, concusrently with entry of a decision on
preliminary motions filed under § 1.633 any preliminary
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statement filed under § 1621(a) sha!l be opened to
inspection by the senior party and any ]umor party who

- filed a preliminary. statement. Wlthm a tlme set by the;‘

administrative patent }udge, a party shall serve a copy of -
its preliminary statement on each opponent who served

~ a notice under § 1. 621(b)

- (b) A junior party who does not frle a prelrmmary -
statement shall not have access to the prellmmary'

‘statement of any other. party.

(c) If an interference s termmated before the ;
prehmmary statements have been opened the prelimi- -
nary statements will remain sealed and will be returned
to the respective parties who submitted the statements.

(49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
50 FR 23124, May 31, 1985; revised, 60 FR 14488, Mar 17, 1995;
effective Apr. 21, 1995]

§ 1.632 Notice of intent to argue abandonment,
suppression or concealment by opponent.

A notice shall be filed by a party who intends to
argue that an opponent has abandoned, suppressed, or
concealed an actual reduction to practice (35 U.S.C.
102(g)). A party will not be permitted to argue abandon-
ment, suppression, or concealment by an opponent
unless the notice is timely filed. Unless authorized
otherwise by an administrative patent judge, a notice is
timely when filed within ten (10) days after the close of
the testimony—in ~chief of the opponent.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
revised, 60 FR 14488, Mar 17, 1995, effective Apr. 21, 1995]

§ 1.633 Preliminary motions.
A party may file the following preliminary motions:
(a) A motion for judgment against an opponent’s
claim designated to correspond to a count on the ground
that the claim is not patentable to the opponent. The
motion shall separately address each claim alleged to be
unpatentable. In deciding an issue raised in a motion
filed under this paragraph (a), a claim will be construed
in light of the specification of the application or patent in
which it appears. A motion under this paragraph shall
not be based on:
(1)Priority of invention by the moving party as

- against any opponent or

(2) Derivation of the invention by an opponent

from the moving party. See § 1.637(a).
(b) A motion for judgment on the ground that there
is no interference~in—fact. A motion under this - ia-
graph is proper only if the interference involves = . .sign

Rev. 1, Sept. 1695
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§1634

. apphcatlon or patent or a plant apphcatlon or patent or
no claim of a party whlch corresponds to a count is
‘rdentlcal to any claim of an opponent which corresponds

to that count. See § 1. 637(a) When claims of dlfferent |

parties are presented in “means plus function” format,:it

may be possible for the claims of the different parties not -
to define the same patentable invention even though the

claims contain the same llteral wordmg

(c) A motion to redefine the interfering subject'

matter by

(1)adding or substituting a count,

(2)amending an application claim correspond-
ing to a count or adding a claim in the moving party’s
application to be designated to correspond to a count,

(3)designating an application or patent claim to
correspond to a count,

(4) designating an application or patent claim as
not corresponding to a count, or

(5)requiring an opponent who is an applicant to
add a claim and to designate the claim to correspond to a
count. See § 1.637(a) and (c).

(d) A motion to substitute a different application
owned by a party for an application involved in the
interference. See § 1.637(a) and (d).

(e) A motion to declare an additional interference

(1)between an additional application not in-
volved in the interference and owned by a party and an
opponent’s application or patent involved in the inter-
ference or

(2)when an interference involves three or more
parties, between less than all applications and patents
involved in the interference. See § 1.637 (a) and (e).

(f) A motion to be accorded the benefit of the fil-
ing date of an earlier filed application. See § 1.637 (a)
and (f).

(g) A motion to attack the benefit accorded an
opponent in the notice declaring the interference of the
filing date of an earlier filed application. See § 1.637 (a)
and (g).

(h) When a patent is involved in an interference and
the patentee has on file or files an application for reissue
under § 1.171, a motion to add the application for reissue
to the interference. See § 1.637(a) and (h).

(i) When a motion is filed under paragraph (a), (b),
or (g) of this section, an opponent, in addition to
opposing the motion, may file 2 motion to redefine the
interfering subject matter under paragraph (c) of this
section, a motion to substitute a different application

Rev. |, Sept. 1995

under paragraph (d) of thls sectron ora motlon to add a
 reissue applrcatlon to, the mterference under paragraph
(h) of this section. . g
() Whena motlon is flled under paragraph (c)(l) et
‘of thrs section an opponent m,addmon to opposing’ the
‘motion, may file a motion for be

(). of thlS sectlon as to the count to be added or
substltuted e PR 4
[49 FR. 48416 Dec 12 1984 added effectlve Feb 11 1985

SOFR 23124, May 31, 1985; paras. (a), (b), (), (g), & (i) revised, -

60 FR 14488, Mar 17, 1995 effectlve Apr 21 1995} .

§ 1.634 Motion toycdrrect inventorship.

A party may file a motion to (a) amend its
application involved in an interference to correct inven-
torship as provided by § 1.48 or (b) correct inventorship .
of its patent involved in an interference as provided in
§ 1.324. See § 1.637(a).

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
revised, 60 FR 14488, Mar 17, 1995, effective Apr 21, 1995]

§ 1.635 Miscellaneous motions.

A party seeking entry of an order relating to any
matter other than a matter which may be raised under
§§ 1.633 or 1.634 may file a motion requesting entry of
the order. See § 1.637 (a) and (b).

(49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985
revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21, 1995]

§ 1.636 Motions, time for filing.

(a) A preliminary motion under § 1.633 (a) through
(h) shall be filed within a time period set by an
administrative patent judge.

(b) A preliminary motion under § 1.633 (i) or (j)
shall be filed within 20 days of the service of the
preliminary motion under § 1.633 (a), (b), (c)(1), or (g)
unless otherwise ordered by an administrative patent
judge.

(c) A motion under § 1.634 shall be diligently filed
after an error is discovered in the inventorship of an
application or patent involved in an interference unless
otherwise ordered by an administrative patent judge.

(d) A motion under § 1.635 shall be filed as
specified in this subpart or when appropriate unless
otherwise ordered by an administrative patent judge.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; revised, 60 FR 14488, Mar 17,
1995; effective Apr. 21, 1995]
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§ 1.637 Content of motions.

(a) A party frlmg a2 motion has the burden of proof -

to show that it is entitled to the relief sought in the
motion. Each motion shall include a statement of the
precise relief requested, a statement of the material facts
in support of the motion, in numbered paragraphs anda

full statement of the reasons why the relief requested
should be granted. If a party files a motion for judgment -

under § 1.633(a) against an opponent based on the

ground of unpatentability over prior art, and the dates of

the cited prior art are such that the prior art appears to
be applicable to the party, it will be presumed, without
regard to the dates alleged in the preliminary statement
of the party, that the cited prior art is applicable to the
party unless there is included with the motion an
explanation, and evidence if appropriate, as to why the
prior art does not apply to the party.

(b) Unless otherwise ordered by an administrative
patent judge or the Board, a motion under § 1.635 shall
contain a certificate by the moving party stating that the
moving party has conferred with all opronents in an
effort in good faith to resolve by agreement the issues
raised by the motion. The certificate shall indicate
whether any opponent plans to oppose the motion. The
provisions of this paragraph do not apply to a motion to
suppress evidence (§ 1.656(h)).

(c) A preliminary motion under § 1.633(c) shall
explain why the interfering subject matter should be
redefined.

(1) A preliminary motion seeking to add or substi-
tute a count shall:

(i) Propose each count to be added or substi-
tuted.

(ii)) When the moving party is an applicant, show
the patentability to the applicant of all claims in, or
proposed to be added to, the party’s application which
correspond to each proposed count and apply the terms
of the claims to the disclosure of the party’s application;
when necessary a moving party applicant shail file with
the motion an amendment adding any proposed claim to
the application.

(iii) Identify all claims in an opponent’s applica-
tion which should be designated to correspond to each
proposed count; if an opponent’s application does not
contain such a claim, the moving party shail propose a
claim to be added to the opponent’s application. The
moving party shall show the patentability of any pro-
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posed clalms to the opponent and apply the tenns of the
clarms to the disclosure of the opponent’s apphcatron '

} - (iv) Desngnate the claims of any patent involved )
. in the interference whrch define the same patentable -
'.mventron aseach proposed count' T S S
) Show that each Proposed count defmes a0
fseparate patentable: mventlon from every other count
.“proposed to remain in the. mterference ‘ L

(vi)Be accompamed by a motron underf‘

§ 1.633(f) requesting the benefit of the frlmg date of any - | ‘
earlier filed apphcatlon if benefit of the earlier filed N
application is desired with respect to a proposed count. -

(vii) If an opponent is accorded the benefit of |

~ the filing date of an earlier filed application in the notice

of declaration of the interference, show why the oppo-
nent is not entitled to benefit of the earlier filed -
application with respect to the proposed count. Other-
wise, the opponent will be presumed to be entitled to the
benefit of the earlier filed application with respect to the
proposed count.

(2) A preliminary motion seekmg to amend an
application claim corresponding to a count or adding a
claim to be designated to correspond to a count shall:

(i) Propose an amended or added claim.

(ii)Show that the claim proposed to be amended
or added defines the same patentable invention as the
count.

(iii) Show the patentability to the applicant of
each claim proposed to be amended or added and apply
the terms of the claim proposed to be amended or added
to the disclosure of the application; when necessary a
moving party applicant shall file with the motion a
proposed amendment to the application amending the
claim corresponding to the count or adding the proposed
additional claim to the application.

(3) A preliminary motion seeking to designate an
application or patent claim to correspond to a count
shall:

(i) Identify the claim and the count.

(ii)Show the claim defines the same patentable
invention as another claim whose designation as corre-
sponding to the count the moving party does not dispute.

(4) A preliminary motion seeking to designate
an application or patent claim as not corresponding to a
count shall:

(i) Identify the claim and the count.
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(ii)Show that the claim does not define the same
patentable invention as any other claim whose designa-
tion in the notice declaring the interference as corre-
sponding to the count the party does not dispute. -

(5) A preliminary motion seeking to require .an
opponent who is an applicant to add a claim and
designate the claim as corresponding to a count shall:

(i) Propose a claim to be added by the oppo-
nent.

(ii)Show the patentability to the opponent of
the claim and apply the terms of the claim to the
disclosure of the opponent’s application.

(iii) Identify the count to which the claim shall
be designated to correspond.

(iv) Show the claim defines the same patentable
invention as the count to which it will be designated to
correspond.

(d) A preliminary motion under § 1.633(d) to
substitute a different application of the moving party
shall:

(1) Identify the different application.

(2) Certify that a complete copy of the file of the
different application, except for documents filed under
§ 1.131 or § 1.608, has been served on all opponents.

(3) Show the patentability to the applicant of all
claims in, or proposed to be added to, the different
application which correspond to each count and apply
the terms of the claims to the disclosure of the different
application; when necessary the applicant shall file with
the motion an amendment adding a claim to the
different application.

(e) A preliminary motion to declare an additional
interference under § 1.633(e) shall explain why an
additional interference is necessary.

(1) When the preliminary motion seeks an addi-
tional interference under § 1.633(e)(1), the motion shall:
(i) Identify the additional application.

(ii)Certify that a complete copy of the file of the
additional application, except for documents filed under
§ 1.131 or § 1.608, has been served on all opponents.

(iii) Propose a count for the additional interfer-
ence.

(iv) Show the patentability to the applicant of
all claims in, or proposed to be added to, the additional
application which correspond to each proposed count
for the additional interference and apply the terms of the
claims to the disclosure of the additional application;
when necessary the applicant shall file with the motion
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an amendment addrng any clalm to the addlttonal

“(v) When the opponent is an applrcant show
the patentablllty to the opponent of any. claims in, or

p'roposed ‘to ‘be added to, the opponent's application.

which correspond iG the proposed count and apply the
terms of the clarms to the drsclosure of the opponent s
apphcatlon C :

(vi) Identify all’ clalms in the opponents ap-
plication or patent which should be designated to

correspond to each proposed count; if the opponent’s

application does not contain any such claim, the motion

shall propose a claim to be added to the opponent’s

application.

(vii) Show that each proposed count for the
additional interference defines a separate patentable
invention from all counts of the interference in which the
motion is filed.

(viii)Be accompanied by a motion under
§ 1.633(f) requesting the benefit of the filing date of an

earlier filed application, if benefit is desired with respect

to a proposed count.

(ix) If an opponent is accorded the benefit of
the filing date of an earlier filed application in the notice
of declaration of the interference, show why the oppo-
nent is not also entitled to benefit of the earlier filed
application with respect to the proposed count. Other-
wise, the opponent will be presumed to be entitled to the
benefit of the earlier filed application with respect to the
proposed count.

(2) When the preliminary motion seeks an addi-
tional interference under § 1.633(e)(2), the motion shall:

(i) Identify any application or patent to be
involved in the additional interference.

(ii)Propose a count for the additional interfer-
ence.

(iii) When the moving party is an applicant,
show the patentability to the applicant of ail claims in, or
proposed to be added to, the party’s application which
correspond to each proposed count and apply the terms
of the claims to the disclosure of the party’s application;
when necessary a moving party applicant shall file with
the motion an amendment adding any proposed claim to
the application.

(iv) Identify all claims in any opponent’s ap-
plication which should be designated to correspond to
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each proposed count; if an opponent’s application does

not contain such a claim, the moving party shall propose

a claim to be added to the opponent’s application. The

moving party shall show the patentability of any pro-
posed claim to the opponent and apply the terms of the
claim to the disclosure of the opponent’s application.

~ (v) Designate the claims of any patent involved
in the interference which define the same patentable
invention as each proposed count.

(vi) Show that each proposed count for the
additional interference defines a separate paicntable
invention from all counts in the interference in whicix the
motion is filed.

(vii)Be accompanied by a motion uuder
§ 1.633(f) requesting the benefit of the filing daie of an
earlier filed application, if benefit is desired wih respect
to a proposed count.

(viii) If an opponent is accorded the benefit of
the filing date of an earlier filed application in the notice
of declaration of the interference, show why the oppo-
nent is not also entitled to benefit of the earlier filed
application with respect to the proposed count. Other-
wise, the opponent will be presumed to be entitled to the
benefit of the earlier filed application with respect to the
proposed count.

(f) A preliminary motion for benefit under
§ 1.633(f) shall:

(1) Identify the earlier application.

(2) When the earlier application is an application
filed in the United States, certify that a complete copy of
the file of the earlier application, except for documents
filed under § 1.131 or § 1.608, has been served on all
opponents. When the earlier application is an applica-
tion filed in a foreign country, certify that a copy of the
application has been served on all opponents. If the
earlier filed application is not in English, the require-
ments of § 1.647 must also be met.

(3) Show that the earlier application constitutes
a constructive reduction to practice of each count.

(g) A preliminary motion to attack benefit under
§ 1.633(g) shall explain, as o each count, why the
opponent should not be accorded the benefit of the filing
date of the earlier application.

(h) A preliminary motion to add an application for
reissue under § 1.633(h) shall:

(1) Identify the application for reissue.
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(2) Certify that a COmplct¢ copy of the filé‘of the

application for reissue has been served on all opponents.
(3) Show the patentability of all claims in, or

proposed to be added to, the application for Teissue

which correspond to each count-and apply the terms of
the claims to the disclosure of the application for reissue;
when necessary a moving applicant for reissue shall file
with the motion an amendment adding any proposed :
claim to the application for reissue.

(4) Be accompanied by a motion under § 1.633(f)
requesting the benefit of the filing date of any earlier
filed application, if benefit is desired.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
50 FR 23124, May 31, 1985; para. (e)(1)(vi) revised 53 FR 23735,
June 23, 1988, effective Sept. 12, 1988; para. (a) revised, 58 FR
49432, Sept. 23, 1993, effective Oct. 25, 1993; paras. (a), (b),
(S)(LYV), ()(1)(vis (c)(20(id), (c)(2)(iii), ()(3)(id), (c)(4)(ii), (dO,
(e)(1)(viii), (e)(2)(vii), (£)(2), & (h)(4) revised, paras. (c)(2)(iv),
(©)@B)ii), & (d)(4) removed, paras. (c)(1)(vii), (e)(1)(ix), &
(e)(2)(viii) added, 60 FR. 14488. Mar 17, 1995; effective Apr. 21,
1995)

§ 1.638 Opposition and reply; time for filing opposition
and repiy. ,

(a) Unless otherwise ordered by an administrative
patent judge, any opposition to any motion shall be filed
within 20 days after service of the motion. An opposition
shall identify any material fact set forth in the motion
which is in dispute and include an argument why the
relief requested in the motion should be denied.

(b) Unless otherwise ordered by an administrative
patent judge, any reply shall be filed within 15 days after
service of the opposition. A reply shall be directed only
to new points raised in the opposition.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21, 1995}

§ 1.639 Evidence in support of motion, opposition, or
reply.

(a) Except as provided in paragraphs (c) through
(g) of this section, proof of any material fact alleged in a
motion, opposition, or reply must be filed and served
with the motion, opposition, or reply unless the proof
relied upon is part of the interference file or the file of
any patent or application involved in the interference or
any earlier application filed in the United States of which
a party has been accorded or seeks to be accorded
benefit.
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(b) Proof may be in the form of patents, prmted 3
publications, and affidavits. The pages of any affidavits -
filed under this paragraph shall, to the extent possible, be

given sequential numbers, which shall also serve as the
record page numbers for the. affidavits in the event they
are included in the party’s record (§ 1.653). Any patents
and printed publications submitted under this paragraph
and any exhibits identified in affidavits submitted under
this paragraph shall, to the extent possible, be given
sequential exhibit numbers, which shall also serve as the
exhibit numbers in the event the patents, printed
publications and exhibits are filed with the party’s record
(§ 1.653).

(c) If a party believes that additional evidence in
the form of testimony that is unavailable to the party
is necessary to support or oppose a preliminary motion
under § 1.633 or a motion to correct inventorship und-
er § 1.634, the party shall describe the nature of
any proposed testimony as specified in paragraphs
(d) through (g) of this section. If the administra-
tive patent judge finds that testimony is needed to decide
the motion, the administrative patent judge may grant
appropriate interlocutory relief and enter an order
authorizing the taking of testimony and deferring a
decision on the motion to final hearing.

(d) When additional evidence in the form of
expert—witness testimony is needed in support of or
opposition to a preliminary motion, the moving party or
opponent should:

(1) Identify the person whom it expects to use as an
expert;

(2) State the field in which the person is alleged to
be an expert; and

(3) State:

(i)the subject matter on which the person is
expected to testify;

(ii)the facts and opinions to which the person is
expected to testify; and

(iii) a summary of the grounds and basis for each
opinion.

(¢) When additional evidence in the form of
fact—-witness testimony is necessary, state the facts to
which the witness is expected to testify.

(f) If the opponent is to be called, or if evidence in
the possession of the opponent is necessary, explain the
evidence sought, what it will show, and why it is needed.

Rev. 1, Sept. 1995
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(@) When inter pértes‘ tests are expected to be.
performed, descube the tests statmg what they wrll be -

: expected to show.

[49 FR 48416, Dec”12 1984 added effectlve Feb ll

1985; para. (c) revrsed 38 FR 49432 Sept 2.3, 1993 effectrve
: »Oct 25,:1993; paras: (d) (g) added 58 FR: 49432, Sept. 23 oo

1993; effective Oct. 25, 1993 paras (a) (d)( 1) revrsed 60FR )

14488, Mar 17 1995; effectrve Apr 21 1995] S

§ 1.640 Motlons, hearmg and decrsron, redeclaratlon S

o of mterference, order to show cause. :
" (a) A hearing on a motion may be held in the.
discretion of the admlmstratwe patent -judge. The
administrative patent ]udge shall set the date and time
for any hearing. The length of oral argument at a hearing
on a motion is a matter within the discretion of the
administrative patent judge. An administrative patent
judge may direct that a hearing take place by telephone.
(b) Unless an administrative patent judge or the
Board is of the opinion that an earlier decision on a
preliminary motion would materially advance the reso-
lution of the interference, decision on a preliminary
motion shall be deferred to final hearing. Motions not
deferred to final hearing will be decided by an adminis-
trative patent judge. An administrative patent judge may
consult with an examiner in deciding motions. An
administrative patent judge may take up motions for
decision in any order, may grant, deny, or dismiss any
motion, and may take such other action which will secure
the just, speedy, and inexpensive determination of the
interference. A matter raised by a party in support of or
in opposition to a motion that is deferred to final hearing
will not be entitled to consideration at final hearing
unless the matter is raised in the party’s brief at final
hearing. If the administrative patent judge determines
that the interference shall proceed to final hearing on
the issue of priority or derivation, a time shall be set for
each party to file a paper identifying any decisions on
motions or on matters raised sua sponte by the adminis-
trative patent judge that the party wishes to have
reviewed at final hearing as well as identifying any
deferred motions that the party wishes to have consid-
ered at final hearing. Any evidence that a party wishes to
have considered with respect to the decisions and
deferred motions identified by the party or by an
opponent for consideration or review at final hearing
shall be filed or, if appropriate, noticed under § 1.671(¢)
during the testimony—in—chief period of the party.
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(1) When appropnate after the time expires for

filing replies to opposmons to prelmunary motions, the

administrative patent judge will set a time for filing any .
amendment to an application involved in the interfer- ‘
ence and for filing a supplemental preliminary statement

as to any new counts which may become involved in the
interference if a preliminary motion to amend or
substitute a count has been filed. Failure or refusal of a
party to timely present an amendment required by an
administrative patent judge shall be taken without
further action as a disclaimer by that party of the
invention involved. A supplemental preliminary state-
ment shall meet the requirements specified in §§ 1.623,
1.624, 1.625, or 1.626, but need not be filed if a party
states that it intends to rely on a preliminary statement
previously filed under § 1.621(a). At an appropriate time
in the interference, and when necessary, an order will be
entered redeclaring the interference.

(2) After the time expires for filing preliminary
motions, a further preliminary motion under § 1.633 will
not be considered except as provided by § 1.645(b).

(¢) When a decision on any motion under §§ 1.633,
1.634, or 1.635 or on any matter raised sua sponte by an
administrative patent judge is entered which does not
result in the issuance of an order to show cause under
paragraph (d) of this section, a party may file a request
for reconsideration within 14 days after the date of the
decision. The request for reconsideration shall be filed
and served by hand or Express Mail. The filing of a
request for reconsideration will not stay any time period
set by the decision. The request for reconsideration shall
specify with particularity the points believed to have
been misapprehended or overlooked in rendering the
decision. No opposition to a request for reconsideration
shall be filed unless requested by an administrative
patent judge or the Board. A decision ordinarily will not
be modified unless an opposition has been requested by
an administrative patent judge or the Board. The
request for reconsideration normally will be acted on by
the administrative patent judge or the panel of the Board
which issued the decision.

(d) An administrative patent judge may issue an
order to show cause why judgment should not be entered
against a party when:

(1) A decision on a motion or on a matter raised sua
sponte by an administrative patent judge is entered
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which is dlsposmve of the mterference agamst thc party

as to any count v
(2) The party is a Jumor party who falls to flle a',‘_ ‘
prellmmary statement;or . :
- (3) The party is.a junior party whose prehmmary B
statement fails to overcome the effectwe fllmg date of
another party. o L ,
(e) When an order to show cause s lssued under
paragraph (d) ‘of this section, the Board ‘'shall enter
judgment in accordance with the order unless, wnthm ,

120 days after the date of the order, the party against

whom the order issued files a paper which shows good
cause why judgment should notbe entered in accordance
with the order.

(1) If the order was issued under paragraph (d)(1)
of this section, the paper may: )

(i) Request that final hearing be set to review
any decision which is the basis for the order as well as any
other decision of the administrative patent judge that
the party wishes to have reviewed by the Board at final
hearing or

(ii)Fully explain why judgment should not be
entered.

(2) Any opponent may file a response to the paper
within 20 days of the date of service of the paper. If the
order was issued under paragraph (d)(1) of this section
and the party’s paper includes a request for final hearing,
the opponent’s response must identify every decision of
the administrative patent judge that the opponent
wishes to have reviewed by the Board at a final hearing.
If the order was issued under paragraph (d)(1) of this
section and the paper does not include a request for final
hearing, the opponent’s response may include a request
for final hearing, which must identify every decision of
the administrative patent judge that the opponent
wishes to have reviewed by the Board at a final hearing.
Where only the opponent’s response includes a request
for a final hearing, the party filing the paper shall, within
14 days from the date of service of the opponent’s
response, file a reply identifying any other decision of
the administrative patent judge that the party wishes to
have reviewed by the Board at a final hearing,

(3) The paper or the response should be accompa-
nied by a motion (§ 1.635) requesting a testimony period
if either party wishes to introduce any evidence to be
considered at final hearing (§ 1.671). Any evidence that a
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§ 1.641

party wishes to have considered with respect to thc -

decisions and deferred motions identified for consider-
ation or review at final hearing shall be filed or, if

appropriate, noticed under § 1.671(e) during the testi-.

mony period of the party. A request for a testimony
period shall be construed as including a request for fmal
hearing.

(4) If the paper contams an explanation of why
judgment should not be entered in accordance with the
order, and if no party has requested a final hearing, the
decision that is the basis for the order shall be reviewed
based on the contents of the paper and the response. If
the paper fails to show good cause, the Board shall enter
judgment against the party against whom the order
issued.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
SO0FR 23124, May 31, 1985; paras. (a) - (e0 revised, 60 FR 14488,
Mar 17, 1995; effective Apr. 21, 1995]

§ 1.641 Unpatentability discovered by administrative
patent judge.

(a) During the pendency of an interference, if the
administrative patent judge becomes aware of a reason
why a claim designated to correspond to a count may not
be patentable, the administrative patent judge may enter
anorder notifying the parties of the reason and set a time
within which each party may present its views, including
any argument and any supporting evidence, and, in the
case of the party whose claim may be unpatentable, any
appropriate preliminary motions under §§ 1.633(c), (d)
and (h).

(b) If a party timely files a preliminary motion in
response to the order of the administrative patent judge,
any opponent may file an opposition (§ 1.638(a)). If an
opponent files an opposition, the party may reply
(§ 1.638(b)).

(c) After considering any timely filed views, includ-
ing any timely filed preliminary motions under § 1.633,
oppositions and replies, the administrative patent judge
shall decide how the interference shall proceed.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21, 1995]

§ 1.642 Addition of application or patent to
interference.

During the pendency of an interference, if the
administrative patent judge becomes aware of an
application or a patent not involved in the interference
which claims the same patentable invention as a count in
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the mterfcrencc, the admlmstratwe patent judge may
add the application or patent to the mterfcrence onsuch
terms as may be fair to all parties. -

{49 FR 48416, Dec. 12 1984, added effectlve Feb. 11, 1985;
revised. 60 FR 14488, Mar 17, 1995 effectlve Apr 21, 1995]

§ 1. 643 Prosecutmn of mterference by assignee

(a) An assignee of record in the Patent and Trade-
mark Office of the entire mterest in an-application or
patent involved in an interference is entitled to conduct -
prosecution of the mterference to the exclusmn of the
inventor.

(b) An assignee of a part interest in an application.

or patent involved in an interference may file a motion
(8 1.635) for entry of an order authorizing it to prosecute
the interference. The motion shall show the inability or
refusal of the inventor to prosecute the interference or
other cause why it is in the interest of justice to permit
the assignee of a part interest to prosecute the interfer-
ence. The administrative patent judge may allow the
assignee of a part interest to prosecute the interference
upon such terms as may be appropriate.

{49 FR 48416, D=c. 12, 1984, added effective Feb. 11, 1985;

para. (b) revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21,
1995]

§ 1.644 Petitions in interferences.

(a) There is no appeal to the Commissioner in an
interference from a decision of an administrative patent
judge or the Board. The Commissioner will not consider
a petition in an interference unless:

(1) The petition is from a decision of an administra-
tive patent judge or the Board and the administrative
patent judge or the Board shall be of the opinion that the
decision involves a controlling question of procedure or
an interpretation of a rule as to which there is a
substantial ground for a difference of opinion and that
an immediate decision on petition by the Commissioner
may materially advance the ultimate termination of the
interference;

(2) The petition seeks to invoke the supervisory
authority of the Commissioner and does not relate to the
merits of priority of invention or patentability or the
admissibility of evidence under the Federal Rules of
Evidence;

(3) The petition seeks relief under § 1.183.

(b) A petition under paragraph (a)(1) of this
section filed more than 15 days after the date of the
decision of the administrative patent judge or the Board
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may be dismissed as udtimely. A betiﬁon under para-
graph (a)(2) of this section shall not be filed prior to the
party’s brief for final hearing (see § 1.656). Any petition

under paragraph ( a)(3) of this section shall be tlmely ifit
is filed simultaneously with a p;op_er;motlon under ‘;
§8§ 1.633, 1.634, or 1.635 wheri granting the motion would

require waiver of a rule. Any opposition-to a petition

under paragraphs (a)(1) or(a)(2) of this section shall be -

filed within 20 days of the date of service of the petition.
Any opposition to a petition under paragraph (a)(3) of
this section shall be filed within 20 days of the date of
service of the petition or the date an opposition to the
motion is due, whichever is earlier.

(c) The filing of a petition shall not stay the
proceeding unless a stay is granted in the discretion of
the administrative patent judge, the Board, or the
Commissioner.

(d) Any petition must contain a statement of the
facts involved, in numbered paragraphs, and the point or
points to be reviewed and the action requested. The
petition will be decided on the basis of the record made
before the administrative patent judge or the Board, and
no new evidence will be considered by the Commissioner
in deciding the petition. Copies of documents already of
record in the interference shall not be submitted with the
petition or opposition.

(e) Any petition under paragraph (a) of this section
shall be accompanied by the petition fee set forth in
§ 1.17(h).

(f) Any request for reconsideration of a decision by
the Commissioner shall be filed within 14 days of the
decision of the Commiissioner and must be accompanied
by the fee set forth in § 1.17(h). No opposition to a
request for reconsideration shall be filed unless re-
quested by the Commissioner. The decision will not
ordinarily be modified unless such an opposition has
been requested by the Commissioner.

(g) Where reasonably possible, service of any
petition, opposition, or request for reconsideration shall
be such that delivery is accomplished within one working
day. Service by hand or Express Mail complies with this
paragraph.

(h) An oral hearing on the petition will not be
granted except when considered necessary by the
Commissioner.
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(i) The Comnussmner may delegate to appropnate e
Patent and. Trademark Offlce employees the determma-!

 tion of petitions under this section, .

[49 FR 48416, Dec. 12, 1984 added effectlve Feb 11 1985

- 50FR 23124, May31 1985; paras. (a)~ (a)(2), (b) -(8) revxsed S
60 FR 14488 Mar 17 1995 ef ‘ctive Apr 21 1995] S A

§ 1.645 Extension of time, late papers, stay of
‘ proceedings. : :

(a) Except to extend the time for fllmg a: notlce of
appeal to the U.S. Court of Appeals for the Federal -
Circuit or for commencmg a civil action, a party may file
a motion (§ 1.635) seeking an extension of time to take
action in an interference. See § 1.304(a) for extensions
of time for filing a notice of appeal to the U.S. Court of
Appeals for the Federal Circuit or for commencing a civil
action. The motion shall be filed within sufficient time to
actually reach the administrative patent judge before
expiration of the time for taking action. A moving party
should not assume that the motion will be granted even if
there is no objection by any other party. The motion will
be denied unless the moving party shows good cause why
an extension should be granted. The press of other
business arising after an administrative patent judge sets
a time for taking action will not normally constitute good
cause. A motion seeking additional time to take testimo-
ny because a party has not been able to procure the
testimony of a witness shall set forth the name of the
witness, any steps taken to procure the testimony of the
witness, the dates on which the steps were taken, and the
facts expected to be proved through the witness.

(b) Any paper belatedly filed will not be considered
except upon motion (§ 1.635) which shows good cause
why the paper was not timely filed, or where an
administrative patent judge or the Board, sua sponte, is
of the opinion that it would be in the interest of justice to
consider the paper. See § 1.304(a) for exclusive proce-
duresrelating to belated filing of a notice of appeal to the
U.S. Court of Appeals for the Federal Circuit or belated
commencement of a civil action.

(c) The provisions of § 1.136 do not apply to time
periods in interferences.

(d) An administrative patent judge may stay pro-
ceedings in an interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
S0FR 23124, May 31, 1985; paras. (a) and (b), 54 FR 29553, July
13, 1989, effective Aug. 20, 1989; paras. (a), (b), & (d) revised,
60 FR 14482, Mar 17, 1995; effective Apr. 21, 1995]
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- § 1.646 Servnce of papers, proof of service

(a) A copy of every paper filed in the Patent and
Trademark Office in an interference or an application or
patent involved in the interference shall be served upon
all other parties except:

(1) Preliminary . statements  when filed under
§ 1.621; preliminary statements shall be served when
service is ordered by an administrative patent judge.

(2) Certified transcripts and exhibits which accom-
pany the transcripts filed under § 1.676; copies of
transcripts shall be served as part of a party’s record
under § 1.653(c).

(b) Service shall be on an attorney or agent for a
party. If there is no attorney or agent for the party,
service shall be on the party. An administrative patent
judge may order additional service or waive service
where appropriate.

(c) Unless otherwise ordered by an administrative
patent judge, or except as otherwise provided by this
subpart, service of a paper shall be made as follows:

(1) By handing a copy of the paper or causing a copy
of the paper to be handed to the person served.

(2) By leaving a copy of the paper with someone
employed by the person at the person’s usual place of
business.

(3) When the person served has no usual place of
business, by leaving a copy of the paper at the person’s
residence with someone of suitablé age and discretion
then residing therein.

(4) By mailing a copy of the paper by first class mail;
when service is by first class mail the date of mailing is
regarded as the date of service.

(5) By mailing a copy of the paper by Express Mail;
when service is by Express Mail the date of deposit with
the U.S. Postal Service is regarded as the date of service.

(6) When it is shown to the satisfaction of an
administrative patent judge that none of the above
methods of obtaining or serving the copy of the paper
was successful, the administrative patent judge may
order service by publication of an appropriate notice in
the Official Gazette.

(d) Anadministrative patent judge may order that a
paper be served by hand or Express Mail.

(e) The due date for serving a paper is the same as
the due date for filing the paper in the Patent and
Trademark Office. Proof of service must be made before
a paper will be considered in an interference. Proof of
service may appear on or be affixed to the paper. Proof of
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service shall 1vnclude the date and‘ rn'anner of serviee In
the case of personal service under paragraphs (c)(1).

through (c)(3) .of this section, proof of service: shall -
_include the names of any person: served and the person :

who made the service. Proof of : service may be made by

an acknowledgment -of 'service by or-on: behalf of the -

person served or a statement sngned by the party or ‘the
party’s attomey or agent contammg the information
required by this section. A statement of an attomey or
agent attached to, or appearing in, the paper stating the -
date and manner of service w1ll be accepted as prima )
facie proof of service.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,1985;
50 FR 23124, May 31, 1985; paras. (a)( D=(c)(1), (c)(4)=(c)(5)
revised, para. (¢)(6) added, 60 FR 14488, Mar 17, 1995; effective
Apr. 21, 1995]

§ 1.647 Translation of document in foreign language.
When a party relies on a document or is required to
produce a document in a language other than English, a

~ translation of the document into English and an affidavit

attesting to the accuracy of the translation shall be filed
with the document.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
paras. (a)and (d), 56 FR 42528, Aug. 28, 1991, effective Sept. 27,
1991;56 FR 46823, Sept. 16, 1991; revised, 60 FR 14488, Mar 17,
1995; effective Apr. 21, 1995]

§ 1.651 Setting times for discovery and taking
testimony, parties entitled to take testimony.

(a) At an appropriate stage in an interference, an
administrative patent judge shall set a time for fili-
ng motions (§ 1.635) for additional discovery under
§ 1.687(c) and testimony periods for taking any neces-
sary testimony.

(b} Where appropriate, testimony periods will be
set to permit a party to:

(1) Present its case —in—chief and/or case—in-re-
buttal and/or

(2) Cross~examine an opponent’s case—in=—chief
and/or a case —in—rebuttal.

(c) A party is not entitled to take testimony to
present a case—in-chief unless:

(1) The administrative patent judge orders the
taking of testimony under § 1.639(c);

(2) The party alleges in its preliminary statement a
date of invention prior to the effective filing date of the
senior party;
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(3) A testimony period has been set to permi_t an
opponent to prove a date of invention prior to the
cffective filing date of the party and the party has filed a

preliminary statement alleging a date of mventlon prior - -

to that date; or
(HA motion (§ 1.635) is filed showing good cause
why a testimony period should be set.

(d) Testimony, including any testimony to be taken
in a place outside the United States, shall be taken and
completed during the testimony periods set under
paragraph (a) of this section. A party seeking to extend
the period for taking testimony must comply with
§§ 1.635 and 1.645(a).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
paras.(a)and (d), 56 FR 42528, Aug. 28, 1991, effective Sept. 27,
1991; 56 FR 46823, Sept. 16, 1991; paras. (a) (c)(1) = (c)(3) & (d)
revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21, 1995]

§ 1.652 Judgment for failure to take testimony or
file record.

If a junior party fails to timely take testimony
authorized under § 1.651, or file a record under
§ 1.653(c), an administrative patent judge, with or
without a motion (§ 1.635) by another party, may issue
an order to show cause why judgment should not be
entered against the junior party. When an order is issued
under this section, the Board shall enter judgment in
accordance with the order unless, within 15 days after the
date of the order, the junior party files a paper which
shows good cause why judgment should not be entered in
accordance with the order. Any other party may file a
response to the paper within 15 days of the date of
service of the paper. If the party against whom the order
was issued fails to show good cause, the Board shall enter
judgment against the party.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
revised, 60 FR 14488, Mar 17, 1995; effective Apr. 21, 1995]

§ 1.653 Record and exhibits.

(a) Testimony shall consist of affidavits under
§§ 1.672(b), (c) and (g), 1.682(c), 1.683(b) and 1.688(b),
transcripts of depositions under §§ 1.671(g) and 1.672(a)
when a deposition is authorized by an administra-
tive patent judge, transcripts of depositions under
§§ 1.672(d), 1.682(d), 1.683(c) and 1.688(c), agreed
statements under § 1.672(h), transcripts of interrogato-
ries, cross—interrogatories, and recorded answers and
copies of written interrogatories and answers and
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written - requests for admlssrons and answers under

© § 1.688(a).

(b) An affidavit shall be flled as set forth in § 1 677.
A certified transcript of a deposition, - lncludlng a
deposmon Cross— examrmng an-affiant, shall be filed as

~ setforthin §§ 1,676, 1.677 and 1.678.-An original agreed -‘

statement shall be filed as set forthin § 1. 672(h)

(c) In addition to the 1tems specrfred in paragraph ’
(b) of this section and wrthln atime set byan admrmstra—
tive patent judge, each party shall file three coples and

serve one copy of a record consisting of:

(1) An index of the names of the witnesses for the
party, giving the pages of the record where the direct
testimony and cross—examination of each witness
begins.

(2) An index of exhibits briefly describing the
nature of each exhibit and giving the page of the record
where each exhibit is first identified and offered into
evidence. '

(3) The count or counts.

(4) Each affidavit by a witness for the party,
transcript, including transcripts of cross—examination of
any affiant who testified for the party and transcripts of
compelled deposition testimony by a witness for the
party, agreed statement relied unon by the party, and
transcript of interrogatories, cross—interrogatories and
recorded answers.

(5) [Reserved]

(6) Any evidence from another interference, pro-
ceeding, or action relied upon by the party under § 1.683.

(7) Each request for an admission and the admis-
sion and each written interrogatory and the answer upon
which a party intends to rely under § 1.688.

(d) The pages of the record shall be consecutively
numbered to the cxtent possible.

(e) The name of each witness shall appear at the top
of each page of each affidavit or transcript.

(f) [Reserved]

(g) The record may be produced by standard
typographical printing or by any other process capable of
producing a clear black permanent image. All printed
matter except on covers must appear in at least 11 point
type on opaque, unglazed paper. Footnotes may not be
printed in type smaller than 9 point. The page size shall
be 21.8 by 27.9 em. (8« by 11 inches) (letter size) with
printed matter 16.5 by 24.1 cm. (6« by 9« inches). The
record shall be bound with covers at their left edges in
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§ 1.654

such manner as to lie flat when open to any page and in
one or more volumes of convenient size (approximately
- 100 pages per volume is suggested). When there is more
than one volume, the numbers of the pages contained in
cach volume shall appcar at the top of the cover for each
volume.

(h) [Reserved]

(i) Each party shall file its exhibits with the record
specnfled in paragraph (c) of this section. Exhibits
include documents and things identified in affidavits or
on the record during the taking of oral depositions as
well as official records and publications filed by the party
under § 1.682(a). One copy of each documentary exhibit
shall be served. Documentary exhibits shall be filed in an
envelope or folder and shall not be bound as part of the
record. Physical exhibits, if not filed by an officer under
§ 1.676(d), shall be filed with the record. Each exhibit
shall contain a label which identifies the party submitting
the exhibit and an exhibit number, the style of the
interference (e.g., Jones v. Smith), and the interference
number. Where possible, the label should appear at the
bottom right—hand corner of each documentary exhibit.
Upon termination of an interference, an administrative
patent judge may return an exhibit to the party filing the
exhibit. When any exhibit is returned, an order shall be
entered indicating that the exhibit has been returned.

(j) Any testimony, record, or exhibit which does
not comply with this section may be returned under
§ 1.618(a).

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985;

paras. (a)v (b)’ (C)v (C)(l)v (C)(4), (d)v (g)' & (l) reViSEd’ paras.
(©)(5) (f) & (h) removed, 60 FR 14488, Mar 17, 1995; effective
Apr. 21, 1995]

§ 1.654 Final hearing.

(a) At an appropriate stage of the interference, the
parties will be given an opportunity to appear before the
Board to present oral argument at a final hearing. An
administrative patent judge may set a date and time for
final hearing. Unless otherwise ordered by an adminis-
trative patent judge or the Board, each party will be
entitled to no more than 30 minutes of oral argument at
final hearing. A party who does not file a brief for final
hearing (§ 1.656(a)) shall not be entitled to appear at
final hearing.

(b) The opening argument of a junior party shall
include a fair statement of the junior party’s case and the
junior party’s position with respect to the case presented
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on behalf of any other party Aj jumor party may reserve a

portion of its time for rebuttal. ‘

(c) A party shall not be entitled to- argue that an
opponent abandoned," suppressed or concealed an
actual reduction to practice unless a notncc under § 1.632
was timely filed. : : :

(d) After final hearing, the mterference shall be
taken under advisement by the Board. No further paper
shali be filed except under § 1.658(b) or.as authorized by
an administrative patent judge or the Board. No
additional oral argument shall be had unless ordered by
the Board.

(49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985;
paras. (a) & (d) revised, 60 FR 14488, Mar 17, 1995, effective
April 21, 1995]

§ 1.655 Matters considered in rendering a final
decision.

(a) In rendering a final decision, the Board may
consider any properly raised issue, including priority of
invention, derivation by an opponent from-a party who
filed a preliminary statement under § 1.625, patenta-
bility of the invention, admissibility of evidence, any
interlocutory matter deferred to final hearing, and any
other matter necessary to resolve the interference. The
Board may also consider whether entry of any interlocu-
tory order was an abuse of discretion. All interlocutory
orders shall be presumed to have been correct, and the
burden of showing an abuse of discretion shall be on the
party attacking the order. When two or more interlocu-
tory orders involve the same issue, the last entered order
shall be presumed to have been correct.

(b) A party shall not be entitled to -raise for
consideration at final hearing any matter which properly
could have been raised by a motion under §§ 1.633 or
1.634 unless the matter was properly raised in a motion
that was timely filed by the party under §§ 1.633 or 1.634
and the motion was denied or deferred to final hearing,
the matter was properly raised by the party in a timely
filed opposition to a motion under §§ 1.633 or 1.634 and
the motion was granted over the opposition or deferred
to final hearing, or the party shows good cause why the
issue was not properly raised by a timely filed motion or
opposition. A party that fails to contest, by way of a
timely filed preliminary motion under § 1.633(c), the
designation of a claim as corresponding to a count, or
fails to timely argue the separate patentability of a
particular claim when the ground for unpatentability is
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first raised, may not subsequently argue to an adminis-
trative patent judge or the Board the separate patent-

ability of claims designated to correspond to the: count '

with respect to that ground. -

(c) Inthe interest of justice, the Board may exercise L
its discretion to-consider an issue even though it would

not otherwise be entitled to consideration under this
section.

[49 FR 48466, Dec. 12, 1984, added effectwe Feb. 11,1985; - -

para. (a) revised, 58 FR 49432, Sept. 23, 1993, effective Oct. 25,
1993; revised 60 FR 14488, Mar 17,1995, effective Apr. 21, 1995]

§ 1.65 Briefs for final hearing,

(aV Each party shall be entitled to file briefs for final
hearing. The administrative patent judge shall deter-
mine the briefs needed and shall set the time and order
for filing briefs.

(b) The opening brief of a junior party shall contain
under appropriate headings and in the order indicated:

(1) A statement of interest indicating the full name
of every party represented by the attorney in the inter-
interference and the name of the real party in interest if
the party named in the caption is not the real party in
interest.

(2) A statement of related cases indicating whether
the interference was previously before the Board for
final hearing and the name and number of any -clated
appeal or interference which is pending before, or which
has been decided by, the Board, or which is pending
before, or which has been decided by, the U.S. Court of
Appeals for the Federal Circuit or a district court in a
proceeding under 35 U.S.C. 146. A related appeal or
interference is one which will directly affect or be directly
affected by or have a bearing on the Board’s decision in
the pending interference.

(3) A table of contents, with page references, and a
table of cases (alphabetically arranged), statutes, and
other authorities cited, with references to the pages of
the brief where they are cited.

(4) A statement of the issues presented for decision
in the interference.

(5) A statement of the facts, in numbered para-
graphs, relevant to the issues presented for decision with
appropriate references to the record.

(6) An argument, which may be preceded by a
summary, which shall contain the contentions of the
party with respect to the issues it is raising for consider-
ation at final hearing, and the reasons therefor, with
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cltatlons to the cases, statutcs, other authormes, and,

parts of the record relied on.

(A short conclusnon stanng the prectse rellef_ﬂ"" ‘

. ,:,-_-requested e
(8 An appendlx contammg a copy of the counts e

(c) The opening brief of the: senior party. shall”

conforin to the requrrements of paragraph (b) of thls_ T
- section except e o : : e
(b A statement of the issues and of the facts need_ o b

not be made unless the _party is. dissatisfied wrth the
statement in the opemng brief of the jumor party and “

(2) An appendtx contammg a copy of the counts
need not be included if the copy of the counts in the
opening brief of the junior party is correct. '

(d) Unless ordered otherwise by an administrative
patent judge, briefs shall be double-spaced (except for
footnotes, which may be single—spaced) and shall
comply with the requirements of § 1.653(g) for records
except the requirement for binding. -

(e) Anoriginal and four copies of each brief must be
filed. :

(f) Any brief which does not comply with the
requirements of this section may be returned under
§ 1.618(a).

(g) Any party, separate from its opening brief, but
filed concurrently therewith, may file an original and
four copies of concise proposed findings of fact and
conclusions of law. Any proposed findings of fact shall be
in numbered paragraphs and shall be supported by
specific references to the record. Any proposed conclu-
sions of law shall be in numbered paragraphs and shall be
supported by citation of cases, statutes, or othér author-
ity. Any opponent, separate from its opening or reply
brief, but filed concurrently therewith, may file a paper
accepting or objecting to any proposed findings of fact or
conclusions of law; when objecting, a reason must be
given. The Board may adopt the proposed findings of
fact and conclusions o: law in whole or in part.

(h) If a party wants the Board in rendering its final
decision to rule on the admissibility of any evidence, the
party shall file with its opening brief an original and four
copies of a motion (§ 1.635) to suppress the evidence.
The provisions of § 1.637(b) do not apply to a motion to
suppress under this paragraph. Any objection previously
made to the admissibility of the evidence of an opponent
is waived unless the motion required by this paragraph is

!
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filed. A party that farled to challenge the admrsslbrlrty of -

the evidence of an opponent on a ground that could have
been raised in a timely objection under § 1672(c),

1.682(c), 1. 683(b) or 1.688(b) may not move under this

paragraph to suppress the evidence onthat ground at
final hearing. An. orrgmal and four copies-of ‘an opposi-
tion to- the motion may he filed with an opponent’s
opening brief or reply brief as may be appropriate.

(i) When a junior party fails to timely file an
opening brief, an order may issue requiring the junior
party to show cause why the Board should not treat
failure to file the brief as a concession of priority. If the
junior party fails to show good cause within a time period
set in the order, judgment may be entered against the
junior party.

{49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985;
amended 60 FR 14488~536, Mar 17, 1995; paras. (a),
(b)(1)~(b)(8), (d), (e),(g), (h), & (i) revised, 60 FR 14488, Mar.
17, 1995; effective Apr., 21, 1995]

§ 1.657 Burden of proof as to date of invention.

(a) A rebuttable presumption shall exist that, as to
each count, the inventors made their invention in the
chronological order of their effective filing dates. The
burden of proof shall be upon a party who contends
otherwise.

(b) In an interference involving copending applica-
tions or involving a patent and an application having an
effective filing date on or before the date the patent
issued, a junior party shall have the burden of establish-
ing priority by a preponderance of the evidence.

(c) In an interference involving an application and
a patent and where the effective filing date of the
application is after the date the patent issued, a junior
party shall have the burden of establishing priority by
clear and convincing evidence.

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985;
amended 60FR 14488536, Mar 17, 1995; revised, 60 FR. 14488,
Mar. 17, 1995; effective Apr. 21, 1995]

§ 1.658 Final decision.

(a) After final hearing, the Board shall enter a
decision resolving the issues raised at final hearing. The
decision may enter judgment, in whole or in part,
remand the interference to an administrative patent
judge for further proceedings, or take further action not
inconsistent with law. A judgment as to a count shali state
whether or not each party is entitled to a patent
containing the claims in the party’s patent or application
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whlch correspond to the count When the Board enters a
decision awarding dgment asto all counts, the decrslon :

- shall be regarded as a final decrsron for the purpose of
- judlcral review (35 usc. 141- 144 146) unless ay
¥ request for reconsrderatron under paragraph (b) of thrs

, sectron is trmely frled 2

“(b) Any request. for reconsrderatron of a decrsron -

under paragraph (a)- of this sectron shall be filed within

one month after the date of the decrsron “The request,

for reconsideration shall specify with’ partrculanty the
points believed to have been misapprehended or over- . -

looked in rendering the- decision. Any opposition to a
request for reconsideration shall be filed within 14 days

of the date of service of the request for reconsideration.

Service of the request for reconsideration shall be by -
hand or Express Mail. The Board shall enter a decision
on the request for reconsideration. If the Board shall be
of the opinion that the decision on the request for
reconsideration significantly modifies its original deci-
sion under paragraph (a) of this section, the Board may
designatie the decision on the request for reconsidera-
tion as a new decision. A decision on reconsideration is a
final decision for the purpose of judicial review
(35 U.S.C. 141-144, 146).

(c) A judgment in an interference settles all issues
which (1) were raised and decided in the interference,
{2) could have been properly raised and decided in the
interference by a motion under § 1.633 (a) through (d)
and (f) through (j) or § 1.634 and (3) could have been
properly raised and decided in an additional interfer-
ence with 2 motion under § 1.633(e). A losing party who
could have properly moved, but failed to move, under
§§ 1.633 or 1.634, shall be estopped to take ex parte or
inter partes action in the Patent and Trademark Office
after the interference which is inconsistent with that
party’s failure to properly move, except that a losing
party shall not be estopped with respect to any claims
which correspond, or properly could have corresponded,
to a count as to which that party was awarded a favorable
judgment.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 198S5;
para. (b}, 54 FR 29553, July 13, 1989, effective Aug. 20, 1989;
paras. (a) & (b) revised, 60 FR 14488, Mar 17, 1995; effective
Apr. 21, 1995]

§ 1.659 Recommendation.
(a) Should the Board have knowledge of any
ground for rejecting any application claim not involved
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in the judgment of the interference, it may include in its
decision a recommended rejection of the claim. Upon
resumption of ex parte prosecution of the application,
the examiner shall be bound by the recommendation and
shall enter and maintain the recommended rejection
unless an amendment or showing of facts not previously
of record is filed which, in the opinion of the examiner,
overcomes the recommended rejection.

(b) Should the Board have knowledge of any
ground for reexamination of a patent involved in the
interference as to a patent claim not involved in the
judgment of the interference, it may include in its
decision a recommendation to the Commissioner that
the patent be reexamined. The Commissioner will
determine whether reexamination will be ordered.

{c¢) The Board may make any other recommenda-
tion to the examiner or the Commissioner as may be
appropriate.

{49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.660 Notice of reexamination, reissue, protest,
or litigation.

(a) When a request for reexamination of a patent
involved in an interference is filed, the patent owner
shall notify the Board within 10 days of receiving notice
that the request was filed.

(b) When an application for reissue is filed by a
patentee involved in an interference, the patentee shail
notify the Board within 10 days of the day the application
for reissue is filed.

(c) When a protest under § 1.291 is filed against an
application involved in an interference, the applicant
shall notify the Board within 10 days of receiving notice
that the protest was filed.

(d) A party in an interference shall notify the Board
promptly of any litigation related to any patent or
application involved in an interference, including any
civil action commenced under 35 U.S.C. 146.

(e) The notice required by this section is designed
to assist the administrative patent judge and the Board in
efficiently handling interference cases. Failure of a party
to comply with the provisions of this section may result in
sanctions under § 1.616. Knowledge by, or notice to, an
employee of the Office other than an employee of the
Board, of the existence of the reexamination, applica-
tion for reissue, protest, or litigation shall not be
sufficient. The notice contemplated by this section is
notice addressed to the administrative patent judge in
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charge of the interference in whlch the apphcatxon or
patent is involved.

[49 FR 48467, Dec. 12,1984, added effective Feb. 11, 1985;
para. (¢) added, 60 FR 14488, Mar 17, 1995, effective Apr 21
1995} | )

§ 1.661 Termination of interference after judgment.
After a final decision is entered by the Board, an
interference is considered terminated when no appeal
(35°U.8.C. 141) or other review (35 U.S.C. 146) has been
or can be taken or had.
(49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985 ]

§ 1.662 Request for entry of adverse judgment; reissue
filed by patentee.

(a) A party may, at any time during an interference,
request and agree to entry of an adverse judgment. The
filing by a party of a written disclaimer of the invention
defined by a count, concession of priority or unpatent-
ability of the subject matter of a count, abandonment of
the invention defined by a count, or abandonment of the
contest as to a count will be treated as a request for entry
of an adverse judgment against the applicant or patentee
as to all claims which correspond to the count. Abandon-
ment of an application, other than an application for
reissue having a claim of the patent sought to be reissued
involved in the interference, will be treated as a request
for entry of an adverse judgment against the applicant as
to all claims corresponding to all counts. Upon the filing
by a party of a request for entry of an adverse judgment,
the Board may enter judgment against the party.

(b) If a patentee involved in an interference files an
application for reissue during the interference and the
reissue application does not include a claim that
corresponds to a count, judgment may be entered against
the patentee. A patentee who files an application for
reissue which includes a claim that corresponds to a
count shall, in addition to complying with the provisions
of § 1.660(b), timely file a preliminary motion under
§ 1.633(h) or show good cause why the motion could not
have been timely filed or would not be appropriate.

(c) The filing of a statutory disclaimer under
35 U.S.C. 253 by a patentee will delete any statutorily
disclaimed claims from being involved in the interfer-
ence. A statutory disclaimer will not be treated as a
request for entry of an adverse judgment against the
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§ 1.663

patentee unless it results in the deletion of all patent
claims corresponding to a count.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11,
198S; para. (b) amended 53 FR 23735, June 23, 1988, effective
Sept. 12, 1988; paras. (a) 7 (e) revised, 60 FR 14488, Mar 17,
1995; effective Apr. 21, 1995}

§ 1.663 Status of claim of defeated applicant after
interference.

Whenever an adverse judgment is entered as to a
count against an applicant from which no appeal
(35 U.S.C. 141) or other review (35 U.S.C. 146) has been
or can be taken or had, the claims of the application
corresponding to the count stand finally disposed of
without further action by the examiner. Such claims are
not open to further ex parte prosecution.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.664 Action after interference.

(a) After termination of an interference, the ex-
aminer will promptly take such action in any application
previously involved in the interference as may be
necessary. Unless entered by order of an administrative
patent judge, amendments presented during the inter-
ference shall not be entered, but may be subsequently
presented by the applicant subject to the provisions of
this subpart provided prosecution of the application is
not otherwise closed.

(b) After judgment, the application of any party
may be held subject to further examination, including an

interference with another application.

[49 FR 48467, Dec. 12, 1984, 50 FR 23124, May 31, 1985,
added effective Feb. 11, 1985; revised, 60 FR 14488, Mar 17,
1995; effective Apr. 21, 1995]

§ 1.665 Second interference.

A second interference between the same parties will
not be declared upon an application not involved in an
earlier interference for an invention defined by a count
of the earlier interference. See § 1.658(c).

[49 FR 48468, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.666 Filing of interference settlement agreements.
(a) Any agreement or understanding between par-
ties to an interference, including any collateral agree-
ments referred to therein, made in connection with or in
contemplation of the termination of the interference,
must be in writing and a true copy thereof must be filed
before the termination of the interference (§ 1.661) as
between the parties to the agreement or understanding.
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(b) If any party filing the agreement or understand-
ing under paragraph (a) of this section so requests, the
copy will be kept separate from the file of the interfer-
ence, and made available only to Government agencies
on written request, Oor to any person upon. petition
accompanied by the fee set forth in § 1.17(i) and on a
showing of good cause. ,

(c) Failure to file the copy of the agreement or
understanding under paragraph (a) of this sectiom will
render permanently unenforceable such agreement or
understanding and any patent of the parties involved in
the interference or any patent subsequently issued on
any application of the parties so involved. The Commis-
sioner may, however, upon petition accompanied by the
fee set forth in § 1.17(h) and on a showing of good cause
for failure to file within the time prescribed, permit the
filing of the agreement or understanding during the six
month period subsequent to the termination of the
interference as between the parties to the agreement or
understanding.

{49 FR 48468, Dec. 12, 1984, added effective Feb. 11, 1985;
50 FR 23124, May 31, 1985; para. (b), 54 FR 6893, Feb. 15, 1989,
effective Apr. 17, 1989; amended 60 FR 14488536, Mar 17,
1995; amended 60 FR 14488--536, Mar 17, 1995; para. (a)
amended, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995;
para. (b) amended, 60 FR 20195, Apr. 25, 1995, efective June §,
1995]

§ 1671 Evidence must comply with rules.

(a) Evidence consists of testimony and referenced
exhibits, official records and publications filed under
§ 1.682, testimony and referenced exhibits from another
interference, proceeding, or action filed under § 1.683,
discovery relied upon under § 1.688, and the. specifica-
tion (including claims) and drawings of any application
or patent:

(1) Involved in the interference.

(2) To which a party has been accorded benefit in
the notice declaring the interference or by a preliminary
motion granted under § 1.633.

(3) For which a party has sought, but has been
denied, benefit by a preliminary motion under § 1.633.

(4) For which benefit was rescinded by a prelimi-
nary motion granted under § 1.633.

(b) Except as otherwise provided in this subpart,
the Federal Rules of Evidence shall apply to interference
proceedings. Those portions of the Federal Rules of
Evidence relating to criminal actions, juries, and other
matters not relevant to interferences shall not apply.
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{c) Unless the context is otherwise clear, the
following terms of the Federal Rules of Evidence shall be
construed as follows:

(1) Courts of the United States, U.S. Magistrate,
court, trial court. or trier of fact means administrative
patent judge or Board as may be appropriate.

(2) Judge means administrative patent judge.

(3) Judicial notice means official notice.

(4) Civil action, civil proceeding, action, or trial
mean interference.

(5) Appellate court means United States Court of
Appeals for the Federal Circuit or a United States
district court when judicial review is under 35 U.S.C. 146,

(6) Before the hearing in Rule 703 of the Federal
Rules of Evidence means before giving testimony by
affidavit or oral deposition.

(7) The trial or hearing in Rules 803(24) and 804(5)
of the Federal Rules of Evidence means the taking of
testimony by affidavit or oral deposition.

(d) Certification is not necessary as a condition to
admissibility when the record is a record of the Patent
and Trademark Office to which all parties have access.

(e) A party may not rely on an affidavit (inciuding
any exhibits), patent or printed publication previously
submitted by the party under § 1.639(b) unless a copy
of the affidavit, patent or printed publication has been
served and a written notice is filed prior to the close
of the party’s relevant testimony pericd stating that
the party intends to rely on the affidavit, patent or
printed publication. When proper notice is given under
this paragraph, the affidavit, patent or printed publica-
tion shall be deemed as filed under §§ 1.640(b),
1.640(e)(3), 1.672(b) or 1.682(a), as appropriate.

(f) The significance of documentary and other
exhibits identified by a witness in an affidavit or during
oral deposition shall be discussed with particularity by a
witness.

(g) A party must file a2 motion (§ 1.635) seeking
permission from an administrative patent judge prior to
compelling testimony or production of documents or
things under 35 U.S.C. 24 or from an opposing party. The
motion shall describe the general nature and the
relevance of the testimony, document, or thing. If
permission is granted, the party shall notice a deposition
under § 1.673 and may proceed to take testimony.

(h) A party must file a motion (§ 1.635) seeking
permission from an administrative patent judge prior to
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compelhng tesumony or productlon of documents or
thlngs ina foreign country. i '
(l) In the case of testimony, the motion shall

() Describe the gcneral naturc and relevance of
the testimony; 2 ‘

(ii)Identify the witness by name or tltle

(i) Identtfy the foreign country and explain
why the party believes the \Vltness can be compelled to :
testify in the foreign country, mcludmg a descrtptlon of
the procedures that will be used to compel the testimony
in the foreign country and an estimate of the time itis -
expected to take to obtain the testimony; and

(iv) Demonstrate - that the party has made
reasonable efforts to secure the agreement of the witness
to testify in the United States but has been unsuccessful
in obtaining the agreement, even though the party has
offered to pay the expenses of the witness to travel to and
testify in the United States.

(2) In the case of production of a document or
thing, the motion shall:

(i) Describe the general nature and relevance of
the document or thing;

(ii)Identify the foreign country and explain why
the party believes production of the document or thing
can be compelled in the foreign country, including a
description of the procedures that will be used to compel
production of the document or thing in the foreign
country and an estimate of the time it is expected to take
to obtain production of the document or thing; and

(iii) Demonstrate that the party has made
reasonable efforts to obtain the agreement of the
individual or entity having possession, custody, or
control of the document to produce the document or
thing in the United States but has been unsuccessful in
obtaining that agreement, even though the party has
offered to pay the expenses of producing the document
or thing in the United States.

(i) Evidence which is not taken or sought and filed
in accordance with this subpart shall not be admissible.

(i) The weight to be given deposition testimony
taken in a foreign country will be determined in view of
all the circumstances, including the laws of the foreign
country governing the testimony. Little, if any, weight
may be given to deposition testimony taken in a foreign
country unless the party taking the testimony proves by
clear and convincing evidence, as a matter of fact, that
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knowingly giving false testimony in that country in
connection with an interference proceeding in the
United States Patent and Trademark Office is punish-
able under the laws of that country and that the
punishment in that country for such false testimony is
comparable to or greater than the punishment for
perjury committed in the United States. The administra-
tive patent judge and the Board, in determining foreign
law, may consider any relevant material or source,
including testimony, whether or not submitted by a party
or admissible under the Federal Rules of Evidence.

[49 FR 48468, Dec. 12, 1984, added effective Feb. 11, 1985;
50 FR 23124, May 31, 198S:; paras. (a), (c)(1), (c)(2), (c)(6),
(c)(7), (e)=(j) revised, 60 FR 14488, Mar. 17, 1995; effective
Apr. 21, 1995]

§ 1.672 Manner of taking testimony.

(a) Unless testimony must be compelled under
35 U.S.C. 24, compelled from a party, or compelled in a
foreign country, testimony of a witness shall be taken by
affidavit in accordance with this subpart. Testimony
which must be compelled under 35 U.S.C. 24, compelled
from a party, or compelled in a foreign country shall be
taken by oral deposition.

(b) A party presenting testimony of a witness by
affidavit shall, within the time set by the administrative
patent judge for serving affidavits, file a copy of the
affidavit or, if appropriate, notice under § 1.671(e). If
the affidavit relates to a party’s case —in—chief, it shall
be filed or noticed no later than the date set by an
administrative patent judge for the party to file affidavits
for its case —in—chief. If the affidavit relates to a party’s
case —in—rebuttal, it shall be filed or noticed no later
than the date set by an administrative patent judge for
than the date set by an administrative patent judge for
the party to file affidavits for its case—in—rebuttal. A
party shall not be entitled to rely on any document
referred to in the affidavit unless a copy of the document
is filed with the affidavit. A party shall not be entitled to
rely on any thing mentioned in the affidavit unless the
opponent is given reasonable access to the thing, A thing
is something other than a document. The pages of
affidavits filed under this paragraph and of any other
testimony filed therewith under §§ 1.683(a) and 1.688(a)
shall, to the extent possible, be given sequential numbers
which shall also serve as the record page numbers for the
affidavits and other testimony in the party’s record to be
filed under § 1.653. Exhibits identified in the affidavits or
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~ in any other testimony filed under §§ 1.683(a) and

1.688(a) and any official records and printed publica-
tions filed under § 1.682(a) shall, to the extent possible,
be given sequential exhibit numbers, which shall also
serve as the exhibit numbers when the exhibits are filed .
with the party’s record. The affidavits, testimony filed
under §§ 1.683(a) and 1.688(a) and exhibits shall be
accompanied by an index of the names of the witnesses,
giving the number of the page where the testimony of
each witness begins, and by an index of the exhibits
briefly describing the nature of each exhibit and giving
the number of the page where each exhibit is first
identified and offered into evidence. ’
(c) If an opponent objects to the admissibility of
any evidence contained in or submitted with an affidavit
filed under paragraph (b) of this section, the opponent
must, no later than the date set by the administrative
patent judge for filing objections under this paragraph,
file objections stating with particularity the nature of
each objection. An opponent that fails to object to the
admissibility of the evidence contained in or submitted
with an affidavit on a ground that could have been raised
in a timely objection under this paragraph will not be
entitled to move under § 1.656(h) to suppress the
evidence on that ground, If an opponent timely files
objections, the party may, within 20 days of the due date
for filing objections, file one or more supplemental
affidavits, official records or printed publications to
overcome the objections. No objection to the admissibil-
ity of the supplemental evidence shall be made, except as
provided by § 1.656(h). The pages of supplemental
affidavits filed under this paragraph shall, to the extent
possible, be sequentially numbered beginning with the
number following the last page number of the party’s
testimony submitted under paragraph (b) of this section.
The page numbers assigned to the supplemental affida-
vits shall also serve as the record page numbers for the
supplemental affidavits in the party’s record filed under
§ 1.653. Additional exhibits identified in supplemental
affidavits and any supplemental official records and
printed publications shall, to the extent possible, be
given sequential numbers beginning with the number
following the last number of the exhibits submitted
under paragraph (b) of this section. The exhibit numbers
shall also serve as the exhibit numbers when the exhibits
are filed with the party’s record. The supplemental
affidavits shall be accompanied by an index of the names
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of the witnesses and an index of exhibits of the type
specified in paragraph (b) of this section.

(d) After the time expires for filing objectlons and
supplemental affidavits, or earlier when appropriate, the
administrative patent judge shall set a time within which
any opponent may file a request to cross—examine an
affiant on oral deposition. If any opponent requests
cross —examination of an affiant, the party shall notice a
deposition at a reasonable location within the United
States under § 1.673(e) for the purpose of cross—ex-
amination by any opponent. Any redirect and recross
shall take place at the deposition. At any deposition for
the purpose of cross—examination of a witness, the party
shall not be entitled to rely on any document or thing not
mentioned in one or more of the affidavits filed under
paragraphs (b) and (c) of this section, except to the
extent necessary to conduct proper redirect. The party
who gives notice of a deposition shall be responsible for
providing a translator if the witness does not testify in
English, for obtaining a court reporter, and for filing a
certified transcript of the deposition as required by
§ 1.676. Within 45 days of the close of the period for
taking cross—examination, the party shall serve (but not
file) a copy of each transcript on each opponent together
with copies of any additional documentary exhibits
identified by the witness during the deposition. The
pages of the transcripts served under this paragraph
shall, to the extent possible, be sequentiaily numbered
beginning with the number following the last page
number of the party’s supplemental affidavits submitted
under paragraph (c) of this section. The numbers
assigned to the transcript pages shall also serve as the
record page numbers for the transcripts in the party’s
record filed under § 1.653. Additional exhibits identified
in the transcripts, shall, to the extent possible, be given
sequential numbers beginning with the number follow-
ing the last number of the exhibits submitted under
paragraphs (b) and (c) of this section. The exhibit
numbers assigned to the additional exhibits shall also
serve as the exhibit numbers when those exhibits are
filed with the party’s record. The deposition transcripts
shall be accompanied by an index of the names of the
witnesses, giving the number of the page where cross—
examination, redirect and recross of each witness begins,
and an index of exhibits of the type specified in
paragraph (b) of this section.

(¢) [Reserved]
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(f) When a deposition is authonzed to be taken

- within the United States under this subpart and if the

parties agree in wntmg, the deoosmon may be taken in

~ -any place within the United States ‘before any person:
" authorized. to admmlster -oaths, upon any notice,.and in -
any manner, and when so taken: may be used.like other-

depositions.

Ag) If the parties agree in wntmg, the affndavnt;
testimony of any witness may be submxtted without
opportunity for cross—examination. '

(h) If the parties agree in writing, testimony may be
submitted in the form of an agreed statement setting
forth how a particular witness would testify, if called, or
the facts in the case of one or more of the parties. The
agreed statement shall be filed in the Patent and
Trademark Office. See § 1.653(a).

(i) Inanunusual circumstance and upon a showing
that testimony cannot be taken in accordance with the
provisions of this subpart, an administrative patent
judge upon motion (§ 1.635) may authorize testimony to
be taken in another manner.

[49 FR 48468, Dec. 12, 1984, added effective Feb. 11, 1985;
SOFR 23124, May 31, 1985; revised, 60 FR 14488, Mar. 17, 1995;
effective Apr. 21, 1995]

§ 1.673 Notice of examination of witness,

(a) A party authorized to take testimony of a
witness by deposition shall, after complying with para-
graphs (b) and (g) of this section, file and serve a single
notice of deposition stating the time and place of each
deposition to be taken. Depositions to be taken in the
United States may be noticed for a reasonable time and
place in the United States. A deposition may not be
noticed for any other place without approval of an
administrative patent judge The notice shall specify the
name and address of each witness and the general nature
of the testimony to be given by the witness. If the name of
awitness is not known, a general description sufficient to
identify the witness or a particular class or group to which
the witness belongs may be given instead.

(b) Unless the parties agree or an administrative
patent judge or the Board determine otherwise, a party
shall serve, but not file, at least three working days prior
to the conference required by paragraph (g) of this
section, if service is made by hand or Express Mail, or at
least 14 days prior to the conference if service is made by
any other means, the following:
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§1.674

(1) A list and copy of each document in the party s
possession, custody, or control and upon which the party
intends to rely at any deposition and

(2) A list of and a proffer of reasonable access to
things in the party’s possession, custody, or control and
upon which the party intends to rely at any deposition.. -

- (c) A party shall not be permitted to rely on any
witness not listed in the notice, or any document not
served or any thing not listed as required by paragraph
(b) of this section:

(1) Unless all opponents agree in writing or on the

record to permit the party to rely on the witness,
document or thing, or

(2) Except upon a motion (§ 1.635) promptly filed
which is accompanied by any proposed notice, additional
documents, or lists and which shows good cause why the
notice, documents, or lists were not served in accordance
with this section.

(d) Each opponent shall have a full opportunity to
attend a deposition and cross--examine.

(e) A party who has presented testimony by affida-
vit and is required to notice depositions for the purpose
of cross—examination under § 1.672(b), shall, after
complying with paragraph (g) of this section, file and
serve a single notice of deposition stating the time and
place of each cross ~examination deposition to be taken.

(f) The parties shall not take depositions in more
than one place at the same time or so nearly at the same
time that reasonahie opportunity to travel from one
place of deposition to another cannot be had.

(g) Before serving a notice of deposition and after
complying with paragraph (b) of this section, a party shall
have an oral conference with all opponents to attempt to
agree on a mutually acceptable time and place for
conducting the deposition. A certificate shall appear in
the notice stating that the oral conference took place or
explaining why the conference could not be had. If the
parties cannot agree to a mutually acceptable place and
time for conducting the deposition at the conference, the
parties shall contact an administrative patent judge who
shall then designate the time and place for conducting
the deposition.

(h) A copy of the notice of deposition shall be
attached to the certified transcript of the deposition filed
under § 1.676(a).

{49 FR 48469, Dec. 12, 1984, added effective Feb. 11, 1985;
paras. (2)=(e) & (g) revised, 60 FR 14488, Mar. 17, 1995;
effective Apr. 21, 1995]
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§ 1 674 Persons het'ore whom deposrtlons may be
taken.
(a) A deposrtlon shall be taken before an offlcer
authorized to administer oaths by the laws of the' Umted' =

o States or of the place where the exammatlon is held. o
(b) Unless the partles agree in wrmng, the followmg

persons shall not be competent to serve asan offlcer

(1) A relative or employee of a party, o

" (2) arelative or employee of an attorney or agent of
a party, or h

(3) aperson interested, dlrectly or mdrrectly, in the
interference either as counsel, attorney, agent, or
otherwise. '

[49 FR 48469, Dec. 12, 1984, added effective Feb. 11, 1985;
para. (a) revised, 60 FR 14488, Mar. 17, 1995; effective Apr. 21,
1995]

§ 1.675 Examination of witness, reading and signing
transcript of depaosition.

(a) Each witness before giving an oral deposition
shall be duly sworn according to law by the officer before
whom the deposition is to be taken.

(b) The testimony shall be taken in answer to
interrogatories with any questions and answers recorded
in their regular order by the officer or by some other
person, who shall be subject to the provisions of
§ 1.674(b), in the presence of the officer unless the
presence of the officer is waived on the record by
agreement of all parties.

(c) All objections made at the time of the deposi-
tion to the qualifications of the officer taking the
deposition, the manner of taking it, the evidence
presented, the conduct of any party, and any other
objection to the proceeding shall be noted on the record
by the officer. Evidence objected to shall be taken
subject to any objection.

(d) Unless the parties agree in writing or waive
reading and signature by the witness on the record at the
deposition, when the testimony has been transcribed a
transcript of the deposition shall, unless the witness
refuses to read and/or sign the transcript of the
deposition, be read by the witness and then signed by the
witness in the form of:

(1) An affidavit in the presence of any notary or
(2) A declaration.

{49 FR 48469, Dec. 12, 1984, added effective Feb. 11, 1985;
para. (d) revised, 60 FR 14488, Mar 17, 1995, effective Apr. 21,
1995]
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§ 1.676 Certification and filing by officer, marking
exhibits. | N

(a) The officer shall prepare a certified transcript of
the deposition by attaching to a transcript of the
deposition a copy of the notice of deposition, any
exhibits to be annexed to the certified transcript, and a
certificate signed and sealed by the officer and showing:

(1) The witness was duly sworn by the officer before
commencement of testimony by the witness.

(2) The transcript is a true record of the testimony
given by the witness.

(3) The name of the person by whom the testimony
was recorded and, if not recorded by the officer, whether
the testimony was recorded in the presence of the
officer.

(4) The presence or absence of any opponent.

(5) The place where the deposition was taken and
the day and hour when the deposition began and ended.

(6) The officer is not disqualified under § 1.674.

(b) If the parties waived any of the requirements of
paragraph (a) of this section, the certificate shail so state.

(c) The officer shall note on the certificate the
circumstances under which a witness refuses to sign a
transcript.

(d) Unless the parties agree otherwise in writing or
on the record at the deposition, the officer shall securely
seal the certified transcript in an envelope endorsed with
the style of the interference (e.g., Smith v. Jones), the
interference number, the name of the witness, and the
date of sealing and shall promptly forward the envelope
to BOX INTERFERENCE, Commissioner of Patents
and Trademarks, Washington, D.C. 20231. Documents
and things produced for inspection during the examina-
tion of a witness, shall, upon request of a party, be
marked for identification and annexed to the certified
transcript, and may be inspected and copied by any party,
except that if the person producing the documents and
things desires to retain them, the person may: (1) offer
copies to be marked for identification and annexed to
the certified transcript and to serve thereafter as
originals if the person affords to all parties fair opportu-
nity to verify the copies by comparison with the originals
or (2) offer the originals to be marked for identification,
after giving each party an opportunity to inspect and
copy them, in which event the documents and things may
be used in the same manner as if annexed to the certified
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ktranscnpt The exhibits shall then be filed as specified in
- § 1.653(i). If the weight or bulk ofa document or thing

shall reasonably prevent the documcnt or thing from

being annexed to the certified transcript, it shall, unless '

‘waived on the record at the: deposmon of all parties, be
authenticated by the offlcer and  forwarded -to. the,
'Commnssnoner in a separate package marked and ;

addressed as provided in this paragraph. Ny
[49 FR 48469, Dec. 12, 1984, added effective Feb 11 1985;

50 FR 23124, May 31, 1985; para. (a;(40 revised, 6OFR 14488,

Mar 17, 1995, effective Apr 21,1995) T '

§ 1.677 Form of an afﬂdavit ora transcnpt of
deposition.

(3) An affidavit or a transcript of a deposntlon must
be on opaque, unglazed, durable paper approximately
21.8 by 27.9 cm. (8« by 11 inches) in size (letter size). The
printed matter shall be double—-spaced on one side of
the paper in not smaller than 11 point type with a margin
of 3.8 cm. (1« inches) on the left—hand side of the page.
The pages of each transcript must be consecutively
numbered and the name of the witness shall appear at
the top of each page (§ 1.653(e)). In transcripts of
depositions, the questions propounded to each witness
must be consecutively numbered unless paper with
numbered lines is used and each question must be
followed by its answer,

(b) Exhibits must be numbered consecutively to the
extent possible and each must be marked as required by
§ 1.653(i).

{49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985;
revised, 60 FR 14488, Mar 17, 1995, effective Apr. 21, 1995]

§ 1.678 Time for filing transcript of deposition.

Unless otherwise ordered by an administrative
patent judge, a certified transcript of a deposition must
be filed in the Patent and Trademark Office within one
month after the date of deposition. If a party refuses to
file a certified transcript, the administrative patent judge
or the Board may take appropriate action under § 1.616.
If a party refuses to file a certified transcript, any
opponent may move for leave to file the certified
transcript and include a copy of the transcript as part of
the opponent’s record.

{49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985;
revised, 60 FR 14488, Mar 17, 1995, effective Apr. 21, 1995]

§ 1.679 Inspection of transcript.
A certified transcript of a deposition filed in the
Patent and Trademark Office may be inspected by any
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party. The certified transcript may not be removed from
the Patent and Trademark Office unless authorized by an
administrative patent judge upon such terms as may be
appropriate.

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985;
revised, 60 FR 14488, Mar 17, 1995, effective Apr. 21, 1995]

§ 1.682 Official records and printed publications.

(a) A party may introduce into evidence, if other-
wise admissible, an official record or printed publication
not identified in an affidavit or on the record during an
oral deposition of a witness, by filing a copy of the official
record or printed publication or, if appropriate, a notice
under § 1.671(e). If the official record or printed
publication relates to the party’s case —in—chief, it shall
be filed or noticed together with any affidavits filed by
the party under § 1.672(b) for its case —in—chief or, if the
party does not serve any affidavits under § 1.672(b) for
its case~in=chief, no later than the date set by an
administrative patent judge for the party to file affidavits
under § 1.672(b) for its case—in—chief. If the official
record or printed publication relates to rebuttal, it shall
be filed or noticed together with any affidavits filed by
the party under § 1.672(b) for the its case ~in—rebuttal
or, if the party does not file any affidavits under
§ 1.672(b) for its case~in~rebuttal, no later than the
date set by an administrative patent judge for the party to
file affidavits under § 1.672(b) for its case—in—rebuttal.
Official records and printed publications filed under this
paragraph shall be assigned sequential exhibit numbers
by the party in the manner set forth in § 1.672(b). The
official record and printed publications shall be accom-
panied by a paper which shall: ’

(1) Identify the official record or printed publica-
tion;

(2) Identify the portion thereof to be introduced in
evidence; and

(3) Indicate generally the relevance of the portion
sought to be introduced in evidence.

(b) [Reserved]

(c) Unless otherwise ordered by an administrative
patent judge, any written objection by an opponent to
the paper or to the admissibility of the official record or
printed publication shall be filed no later than the date
set by the administrative patent judge for the opponent
to file objections under § 1.672(c) to affidavits submitted
by the party under § 1.672(b). An opponent who fails to
object to the admissibility of the official record or
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printed publication on a ground that could have been

raised in a timely objection under this paragraph will not |

~ be entitled to move under § 1.656(h) to suppress the

evidence on that ground. If an opponent timely files
an objection, the party may respond by filing one or
more supplemental affidavits, official records or printed -
publications, which must be filed together with any
supplemental evidence filed by the party under
§ 1.672(c) or, if the party does not file any supplementél
evidence under § 1.672(c), no later than the date set by
an administrative patent judge for the party to file
supplemental affidavits under § 1.672(c). No objection
to the admissibility of the supplemental evidence shall be
made, except as provided by § 1.656(h). The pages of
supplemental affidavits and the exhibits filed under this
section shall be sequentially numbered by the party in
the manner set forth in § 1.672(c). The supplemental
affidavits and exhibits shall be accompanied by an index
of witnesses and an index of exhibits of the type required
by § 1.672(b).

(d) Any request by an opponent to cross—examine
on oral deposition the affiant of a supplemental affidavit
submitted under paragraph (c) of this section shall be
filed no later than the date set by the administrative
patent judge for the opponent to file a request to
cross—examine an affiant with respect to an affidavit
served by the party under § 1.672(b) or (c). If any
opponent requests cross —examination of an affiant, the
party shall file notice of a deposition for a reasonable
location within the United States under § 1.673(e) for
the purpose of cross—examination by any opponent.
Any redirect and recross shall take place at the deposi-
tion. At any deposition for the purpose of cross—ex-
amination of a witness, the party shall not be entitled to
rely on any document or thing not mentioned in one or
more of the affidavits filed under this paragraph, except
to the extent necessary to conduct proper redirect. The
party who gives notice of a deposition shall be responsi-
ble for providing a translator if the witness does not
testify in English, for obtaining a court reporter, and for
filing a certified transcript of the deposition as required
by § 1.676. Within 45 days of the close of the period for
taking cross—examination, the party shall serve (but not
file) a copy of each deposition transcript on each
opponent together with copies of any additional docu-
mentary exhibits identified by the witness during the
deposition. The pages of deposition transcripts and
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exhibits served under this paragraph shall be sequential-
ly numbered by the party in the manner set forth in
§ 1.672(d). The deposition transcripts shall be accompa-
nied by an index of the names of the witnesses, giving the
number of the page where cross—examination, redirect
and recross of cach witness begins, and an index of
exhibits of the type specified in § 1.672(b).

{49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985;
revised, 60 FR 14488, Mar 17, 1995, effective Apr. 21, 1995]

§ 1.683 Testimeny in ancther interference, proceeding,
or action.

(a) A party may introduce into evidence, if other-
wise admissible, testimony by affidavit or oral deposition
and referenced exhibits from another interference,
proceeding, or action involving the same parties by filing
a copy of the affidavit or a copy of the transcript of the
oral deposition and the referenced exhibits. If the
testimony and referenced exhibits relate to the party’s
case~in—chief, they shall be filed together with any
affidavits served by the party under § 1.672(b) for its
case ~in—chief or, if the party does not file any affidavits
under § 1.672(b) for its case ~in=chief, no later than the
date set by an administrative patent judge for the party to
file affidavits under § 1.672(b) for its case —in=chief. If
the testimony and referenced exhibits relate to rebuttal,
they shall be filed together with any affidavits served by
the party under § 1.672(b) for its case —in~rebuttal or, if
the party does not file any affidavits under § 1.672(b) for
its case—in—rebuttal, no later than the date set by an
administrative patent judge for the party to file affidavits
under § 1.672(b) for its case—in—rebuttal. Pages of
affidavits and deposition transcripts served under this
paragraph and any new exhibits served therewith shall be
assigned sequential numbers by the party in the manner
set forth in § 1.672(b). The testimony shall be accompa-
nied by a paper which specifies with particularity the
exact testimony to be used and demonstrates its rele-
vance.

(b) Unless otherwise ordered by an administrative
patent judge, any written objection by an opponent to
the paper or the admissibility of the testimony and
referenced exhibits filed under this section shall be filed
no later than the date set by the administrative patent
judge for the opponent to file any objections under
§ 1.672(c) to affidavits submitted by the party under
§ 1.672(b). An opponent who fails to challenge the
admissibility of the testimony or referenced exhibits on a
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ground that could have been raised in a timely objection
under this paragraph will not be entitled to move under
§ 1.656(h) to suppress the evidence on that ground. If an
opponent timely files an objection, the party may
respond with one or more ‘supplemental affidavits,
official records or printed publiczitiohs; which must be
filed together with any supplemental evidence filed by
the party under § 1.672(c) or, if the party does not file
any supplemental evidence under § 1.672(¢), no later .
than the date set by an administrative :pat'ent judge for
the party to file supplemental evidence under § 1.672(c).
No objection to the admissibility of the evidence
contained in or submitted with a supplemental affidavit
shall be made, except as provided by § 1.656(h). The
pages of supplemental affidavits and the exhibits filed
under this section shall be sequentially numbered by the
party in the manner set forth in § 1.672(c). The
supplemental affidavits and exhibits shall be accompa-
nied by an index of witnesses and an index of exhibits of
the type required by § 1.672(b).

(c) Any request by an opponent to cross—examine
on oral deposition the affiant of an affidavit or supple-
mental affidavit submitted under paragraph (a) or (b) of .
this section shall be filed no later than the date set by the
administrative patent judge for the opponent to file a
request to cross—~examine an affiant with respect to an
affidavit filed by the party under § 1.672(b) or (c). If any
opponent requests cross --examination of an affiant, the
party shall file a notice of deposition for a reasonable
location within the United States under § 1.673(e) for
the purpose of cross—examination by any opponent.
Any redirect and recross shall take place at the.deposi-
tion. At any deposition for the purpose of cross—ex-
amination of a witness, the party shall not be entitled to
rely on any document or thing not mentioned in one or
more of the affidavits filed under this paragraph, except
to the extent necessary to conduct proper redirect. The
party who gives notice of a deposition shall be responsi-
ble for providing a translator if the witness does not
testify in English, for obtaining a court reporter, and for
filing a certified transcript of the deposition as required
by § 1.676. Within 45 days of the close of the period for
taking cross —examination, the party shall serve (but not
filey a copy of each deposition transcript on each
opponent together with copies of any additional docu-
mentary exhibits identified by the witness during the
deposition. The pages of deposition transcripts and
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exhibits served under. thls paragraph shall be sequentlal-

ly numbered by the party in the manner set. forth in :
< ‘authonzed in this subpart

§L 672(d) The deposition transcnpts shall be accompa-

nied by anindex of the names of the witnesses, giving the
number of the page where cross—examination, redirect -
and recross -of ‘each ‘witness begins, and an index of

exhibits of the type specified in § 1.672(b).

. [49FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985;

revised, 60 FR. 14488, Mar 17, 1995, cifective Apr. 21, 1995]
§ 1.684 [Reserved]

§ 1.685 Errors and irregularities in depositions.

(a) An error in a notice for taking a deposition is
waived unless a motion (§ 1.635) to quash the notice is
filed as soon as the error is, or could have been,
discovered.

(b) An objection to a qualification of an officer
taking a deposition is waived unless:

(1) The objection is made on the record of the
deposition before a witness begins to testify.

(2) If discovered after the deposition, a motion
(§ 1.635) to suppress the deposition is filed as soon as the
objection is, or could have been, discovered.

(c) An error or irregularity in the manner in which

testimony is transcribed, a certified transcript is signed

by a witness, or a certified transcript is prepared, signed,
certified, sealed, endorsed, forwarded, filed, or other-
wise handled by the officer is waived unless a motion
(§ 1.635) to suppress the deposition is filed as soon as the
error of irregularity is, or could have been, discovered.

(d) An objection to the deposition on any grounds,
such as the competency of a witness, admissibility of
evidence, manner of taking the deposition, the form of
questions and answers, any oath or affirmation, or
conduct of any party at the deposition, is waived unless
an objection is made on the record at the deposition
stating the specific ground of objection. Any objection
which a party wishes considered by the Board at final
hearing shall be included in a2 motion to suppress under
§ 1.656(h).

(e) Nothing in this section precludes taking notice
of plain errors affecting substantial rights although they
were not brought to the attention of an administrative
patent judge or the Board.

[49FR 48471, Dec. 12, 1984, added effective Feb. 11, 1985;
50 FR 23124, May 31, 1985; amended 60 FR 14488~536, Mar
17, 1995}
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§ 1.687 Additional drscovery _
~'(a) A party is not- entltled to drscovery except as '_

(b) Where approprlate a party may obtam produc-

‘tion of dociiments and thmgq duma CTQSSfPYamInahnn AR
of an opporient’s witniess or’ durmg the testlmony penod

of the party’s case~in— —rebuttal. -

(¢) Upon a motion & 1635) brought by a party_*"‘

within the time set by an administrative patent judge ‘
under § 1.651 or thereafter as authonzed by § 1.645 and
upon a showing that the interest of justice so requires, an
administrative patent judge may order additional dis-
covery, as to matters under the control of a party within
the scope of the Federal. Rules of Civil‘Procedure,, '
specifying the terms and conditions of such additional
discovery. See § 1.647 concerning translations of docu-
ments in a foreign language. '

(d) The parties may agree to discovery among
themselves at any time. In the absence of an agreeinent,
a motion for additional discovery shail not be filed
except as authorized by this subpart.

[49 FR 48471, Dec. 12, 1984, added effective Feb. 11, 1985
paras. (d) & (e) revised, 60 FR 14488, Mar 17, 1995, effective
Apr. 21, 1995}

§ 1.688 Use of discovery.

(a) If otherwise admissible, a party may introduce
into evidence, an answer to a written request for an
admission or an answer to a written interrogatory
obtained by discovery under § 1.687 by filing a copy of
the request for admission or the written interrogatory
and the answer. If the answer relates to a party’s
case—in—chief, the answer shall be served together with
any affidavits served by the party under § 1.672(b) for its
case—~in—chief or, if the party does not serve any
affidavits under § 1.672(b) for its case—in-chief, no
later than the date set by an administrative patent judge
for the party to serve affidavits under § 1.672(b) for its
case—in—chief. If the answer relates to the party’s
rebuttal, the answer shall be served together with any
affidavits served by the party under § 1.672(b) for the its
case~in-rebuttal or, if the party does not serve any
affidavits under § 1.672(b) for its case~in-rebuttal, no
later than the date set by an administrative patent judge
for the party to serve affidavits under § 1.672(b) for ltS
case~—in—rebuttal.

(b) Unless otherwise ordered by an administrative
patent judge, any written objection to the admissibility of

R-132



,PATENT RULES

an answer shall be filed no later than the date set by the

administrative patent judge for the opponent to file any
objections under § 1.672(c) to affidavits submitted by the
party under § 1.672(b). An opponent who fails to
challenge the admissibility of an answer on a ground that
could have been raised in a timely objection under this
paragraph will not be entitled to move under § 1.656(h)
to suppress the evidence on that ground. If an opponent

timely files an objection, the party may respond with one -

or more supplemental affidavits, which must be filed
together with any supplemental evidence filed by the
party under § 1.672(c) or, if the party does not file any
supplemental evidence under § 1.672(c), no later than
the date set by an administrative patent judge for the
party to file supplemental affidavits under § 1.672(c). No
objection to the admissibility of the evidence contained
in or submitted with a supplemental affidavit shall be
made, except as provided by § 1.656(h). The pages of
supplemental affidavits and the exhibits filed under this
section shall be sequentially numbered by the party in

the manner set forth in § 1.672(c). The supplemental

affidavits and exhibits shall be accompanied by an index
of witnesses and an index of exhibits of the type required
by § 1.672(b).

(c) Any request by an opponent to cross —examine
on oral deposition the affiant of a supplemental affidavit
submitted under paragraph (b) of this section shall be
filed no later than the date set by the administrative
patent judge for the opponent to file a request to
cross—~examine an affiant with respect to an affidavit
filed by the party under § 1.672(b) or (c). If any opponent
requests cross—examination of an affiant, the party shall
file a notice of deposition for a reasonable location
within the United States under § 1.673(e) for the
purpose of cross—examination by any opponent. Any
redirect and recross shall take place at the deposition. At
any deposition for the purpose of cross—examination of
a witness, the party shall not be entitled to rely on any
document or thing not mentioned in one or more of the
affidavits filed under this paragraph, except to the extent
necessary to conduct proper redirect. The party who
gives notice of a deposition shall be responsible for
providing a translator if the witness does not testify in
English, for obtaining a court reporter, and for filing a
certified transcript of the deposition as required by
§ 1.676. Within 45 days of the close of the period for
taking cross—examination, the party shall serve (but not
file) a copy of each deposition transcript on each
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opponent together with. COpleS of any addmonal docu-
mentary exhibits. ldentlﬂed by the witness during

 the deposition. The pages of deposition transcripts and
exhibits served under this paragraph shall be sequential-

Iy numbered by the party in the manner set forth in
§ 1.672(d). The deposition transcnpts shall be: accompa- -
nied by an index of the names of the witnesses, ngmg the
number of the page where cross—examination, redirect
and recross of each witness begins, and an index of
exhibits of the type specified in § 1.672(b).

(d) A party may not rely upon any’other matter
obtained by discovery unless |t is introduced into
evidence under this subpart,

[49 FR 48471, Dec. 12, 1984, added effective Feb.11, 1985;
revised, 60 FR 14488, Mar 17, 1995, effective Apr. 21, 1995]

§ 1.690 Arbitration of interferences.

(a) Parties to a patent interference may determine
the interference or any aspect thereof by arbitration,
Such arbitration shall be governed by the provisions of
Title 9, United States Code. The parties must notify the
Board in writing of their intention to arbitrate. An
agreement to arbitrate must be in writing, specify the
issues to be arbitrated, the name of the arbitrator or a
date not more than thirty (30) days after the execution of
the agreement for the selection of the arbitrator, and
provide that the arbitrator’s award shall be binding on
the parties and that judgment thereon can be entered by
the Board. A copy of the agreement must be filed within
twenty (20) days after its execution. The parties shalil be
solely responsible for the selection of the arbitrator and
the rules for conducting proceedings before the arbitra-
tor. Issues not disposed of by the arbitration will be
resolved in accordance with the procedures established
in this subpart, as determined by the administrative
patent judge.

(b) An arbitration proceeding under this section
shall be conducted within such time as may be authorized
on a case—by—case basis by an administrative patent
judge.

(c) An arbitration award will be given no consider-
ation unless it is binding on the parties, is in writing and
states in a clear and definite manner the issue or issues
arbitrated and the disposition of each issue The award
may include a statement of the grounds and reasoning in
support thereof. Unless otherwise ordered by an admin-
istrative patent judge, the parties shall give notice to the
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Board of an arbltratron award by filing within twenty (20)‘ ; ’
~days from the date of the award a copy of the award
" signed by the arbitrator or arbrtrators When anaward is

timely filed, the award shall, as- to the partles to the

arbitration, be dlsposmve of the issue or issues to whrch B

it relates.

involved in the mterference

(b) Proof may be in the form of patents printed
publications, and affidavits.

[Added 52 FR 13838, Apr. 27, 1987 paras. (a)—(c) revrsed
60 FR 14488, Mar 17, 1995, effective Apr. 21, 1995]

Sukbpart F — Extension of Patent Term

§ 1.701 Extension of patent term due to prosecution
delay.

(a) A patent, other than for designs, issued on an
application filed on or after June 8, 1995, is entitled to
extension of the patent term if the issuance of the patent
was delayed due to:

(1) interference proceedings under 35 U.S.C.
135(a); and/or

(2) the application being placed under a secrecy
order under 35 U.8.C. 181; and/or

(3) appeliate review by the Board of Patent Appeals
and Interferences or by a Federal court under 35 U.S.C.
141 or 145, if the patent was issued pursuant to a decision
reversing an adverse determination of patentability and
if the patent is not subject to a terminal disclaimer due to
the issuance of another patent claiming subject matter
that is not patentably distinct from that under appellate
review.

(b) The term of a patent entitled to extension under
paragraph (a) of this section shall be extended for the
sum of the periods of delay calculated under paragraphs
(c)(1), (c)(2), (c)(3), and (d) of this section, to the extent
that these periods are not overlapping, up to a maximum
of five years. The extension will run from the expiration
date of the patent.

(c)(1) The period of delay under paragraph (a)(1) of
this section for an application is the sum of the following
periods, to the extent that the periods are not overlap-
ping:

(i) with respect to each interference in which
the application was involved, the number of days, if any,
in the period beginning on the date the interference was
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: ,mterference proceedmgs under 35

(d) An arbltratron award shall not’ preclude the :
mvolvmg the applrcatron and’ endmg on the"date of the;,f’, o

Office from determining patentabrhty of any mventron. L

declared or redeclared to. mvolve the apphcatron in. the,l; :

“termination of the suspensron

(2) The penod of delay under paragraph (a)(2) off‘,
this section foran applrcatron is the. sum of the followmg, R
f‘penods, to the extent that the penods are not overlap- o

ping: :
(i) the number of days if any, the applrcatron

was maintained in a sealed condrtron under 35 U, S C. |

181; .
(ii)the number of days, if any, in-the ‘period
beginning on the date of mailing of an examiner’s answer
under § 1.193 in the application under secrecy order and
ending on the date the secrecy order and any renewal
thereof was removed; ~

(iii) the number of days, if any, in the period
beginning on the date applicant was notified that an
interference would be declared but for the secrecy order
and ending on the date the secrecy order and any
renewal thereof was removed; and

(iv) the number of days, if any, in the period
beginning on the date of notification under § 5.3(c) and
ending on the date of mailing of the notice of allowance
under § 1.311,

(3) The period of delay under paragraph (a)(3) of
this section is the sum of the number of days, if any, in the
period beginning on the date on which an appeal to the
Board of Patent Appeals and Interferences was filed
under 35 U.S.C. 134 and ending on the date of a final
decision in favor of the applicant by the Board of Patent
Appeals and Interferences or by a Federal Court in an
appeal under 35 U.S.C. 145,

(d) The period of delay set forth in paragraph (c)(3)
shall be reduced by:

(1) any time during the period of appellate review
that occurred before three years from the filing of the
first national application for patent presented for
examination; and

(2) any time during the period of appellate review,
as determined by the Commissioner, during which the
applicant for patent did not act with due diligence. In
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determining the due diligence ofk an applicant, the

Commissioner may examine the facts and circumstances
of the applrcant s actions during the period of appellate
review to determine whether the applrcant exhrbrted' _
that degree of timeliness as may reasonably be expected .
from, and which is ordinarily exercised by, a person :

during a period of appellate review.

[Added, 60 FR 20195, Apr. 25, 1995, effective June 8, 1995]

§ 1.710 Patents subject to extension of the patent term.

(a) A patent is eligible for extension of the patent
term if the patent claims a product as defined in
paragraph (b) of this section, either alone or in combina-
tion with other ingredients that read on a composition
that received permission for commercial marketing or
use, or a method of using such a product, or a method of
manufacturing such a product, and meets all other
conditions and requirements of this subpart.

(b) The term “product” referred to in paragraph (a)
of this section means —- -

(1) The active ingredient of a new human drug,
antibiotic drug, or human biological product (as those
terms are used in the Federal Food, Drug, and Cosmetic
Act and the Public Health Service Act) including any salt
or ester of the active ingredient, as a single entity or in
combination with another active ingredient; or

(2) The active ingredient of a new animal drug or
veterinary biological product (as those terms are used in
the Federal Food, Drug, and Cosmetic Act and the
Virus—Serum—"Toxin Act) that is not primarily manu-
factured using recombinant DNA, recombinant RNA,
hybridoma technology, or other processes including site
specific genetic manipulation techniques, including any
salt or ester of the active ingredient, as a single entity or
in combination with another active ingredient; or

(3) Any medical device, food additive, or color
additive subject to regulation under the Federal Food,
Drug, and Cosmetic Act.

[Added 52 FR 9394, Mar. 24, 1987, effective May 26, 1987,
amended, July 20, 1989, 54 FR 30375, effective Aug, 22, 1989)

§ 1.720 Conditions for extension of patent term.

The term of a patent may be extended if:

(a) the patent claims a product or a method of using
or manufacturing a product as defined in § 1.710;

(b) the term of the patent has never been previously
extended except for any interim extension issued pur-
suant to § 1.760;
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, | ‘ §l 720, i
(c) an applrcatron for extcnsron is submltted in. . .

compllance with § 1.740; : i
(d) the: product has been subject toa regulatory :

 review perrod as deuned in 35 us. C 156(g) before |ts "
commercral marketmg or use, L o

(&) the product has recerved permrssron for com-' ‘

" mercial marketrng or, use and = : :
(1) The permission: for the commercral marketmg or' L

use of the “product .is the ﬁrst ‘received: pemussron for

commercial marketing or use ‘under the | provrsron of law -

under which the applicable regulatory review occurred, or

(2) In the case of a patent other than one directed
to subject matter within § 1.710(b)(2) claiming a method
of manufacturing the product that primarily uses recom-
binant DNA technology in the manufacture of the
product, the permission for the commercial marketing or
use is the first received permission for the commercial
marketing or use of a product manufactured under the
process claimed in the patent,

(3) In the case of a patent claiming a new animal
drug or a veterinary biological product that is not
covered by the claims in any other patent that has
been extended, and has received permission for the
commercial marketing or use in non-~food-producing
animals and in food—producing animals, and was not
extended on the basis of the regulatory review period
for use in non-food-producing animals, the permis-
sion for the commercial marketing or use of the drug
or product after the regulatory review period for use in
food—producing animals is the first permitted com-
mercial marketing or use of the drug or product for
administration to a food—producing animal.

(f) The application is submitted within the sixty—
day period beginning on the date the product first
received permission for commercial marketing or use
under the provisions of law under which the applicable
regulatory review period occurred; or in the case of a
patent claiming a method of manufacturing the product
which primarily uses recombinant DNA technology in
the manufacture of the product, the application for
extension is submitted within the sixty-day period
beginning on the date of the first permitted commercial
marketing or use of a product manufactured under the
process claimed in the patent; or in the case of a patent
that claims a new animal drug or a veterinary biological
product that is not covered by the claims in any other
patent that has been extended, and said drug or product
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has received permission for the commercial marketing or
use in non—food—producing animals, the application for
extension is submitted within the sixty—day period
beginning on the date of the first permitted commercial
marketing or use of the drug or product for administra-
tion to a food—producing animal;

(g) The term of the patent has not expired before
the submission of an application in compliance with
§ 1.741; and

(h) No other patent term has been extended for
the same regulatory review period for the product.

[Added 52 FR 9395, Mar. 24, 1987, effective May 26,
1987; paras. () & (f) amended, July 20, 1989, 54 FR 30375,
effective Aug. 22, 1989]

§ 1.730 Applicant for extension of patent term.

Any application for extension of a patent term
must be submitted by the owner of record of the
patent or its agent and must comply wnth the require-

ments of § 1.740.
[Added 52 FR 9395, Mar. 24, 1987, effective May 26, 1987]

§ 1.740 Application for extension of patent term.

(a) An application for extension of patent term
must be made in writing to the Commissioner of Patents
and Trademarks. A formal application for the extension
of patent term shall include:

(1) A complete identification of the approved
product as by appropriate chemical and generic name,
physical structure or characteristics;

(2) A complete identification of the Federal statute
including the applicable provision of law under which the
regulatory review occurred;

(3) An identification of the date on which the
product received permission for commercial marketing
or use under the provision of law under which the
applicable regulatory review period occurred;

(4) In the case of a drug product, an identification
of each active ingredient in the product and as to each
active ingredient, a statement that it has not been
previously approved for commercial marketing or use
under the Federal Food Drug and Cosmetic Act, the
Public Health Service Act, or the Virus—Serum—Toxin
Act, or a statement of when the active ingredient was
approved for commercial marketing or use (either alone
or in combination with other active ingredients) the use
for which it was approved, and the provision of law under
which it was approved.
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(5) A statement that the application is being
submitted within the sixty day period permitted for
submission pursuant to § 1. 720(f) and an‘identification of
the date of the last day on which the appltcaiton could be ,
submitted;

(6) A complete ldentlﬁcatlon of the patent for
which an extension is being sought by the name of the
inventor, the patent number, the date of issue, and the
date of expiration;

(7) A copy of the patent for which an extension is
being sought, including the entire specnflcatton (includ-
ing claims) and drawings;

(8) A copy of any disclaimer, certificate of correc- -
tion, receipt of maintenance fee payment, or reexamina-
tion certificate issued in the patent;

(9) A statement that the patent claims the approved
product or a method of using or manufacturing the approved
product, and a showing which lists each applicable patent
claim and demonstrates the manner in which each applicable
patent claim reads on the approved product or a method of
using or manufacturing the approved product;

(10) A statement beginning on a new page, of the
relevant dates and information pursuant to 35 U.S.C.
156(g) in order to enable the Secretary of Health and
Human Services or the Secretary of Agriculture, as
appropriate, to determine the applicable regulatory
review period as follows:

(i) For a patent claiming a human drug, antibiotic,
or human biological product, the effective date of the
investigational new drug (IND) application and the IND
number; the date on which a new drug application
(NDA) or a Product License Application (PLA) was
initially submitted and the NDA or PLA number and the
date on which the NDA was approved or the Product
License issued;

(ii) For a patent claiming a new animal drug, the
date a major health or environmental effects test on the
drug was initiated and any available substantiation of the
date or the date of an exemption under subsection (j) of
section 512 of the Federal Food, Drug, and Cosmetic Act
became effective for such animal drug; the date on which
a new animal drug application (NADA) was initially
submitted and the NADA number; and the date on
which the NADA was approved;

(iii) For a patent claiming a veterinary biological
product, the date the authority to prepare an experimen-
tal biological product under the Virus—Serum-Toxin
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Act became effective; the date an application for a :
license was submitted under the Virus— —Serum~ Toxm .

Act; and the date the license issued; ‘
(iv)For a patent claiming a. food or color addmve,

the date a major health or envrronmcntal effects test on-
the additive was initiated and any avarlable substanti-
ation of that date; the date on which a petition for X
product approval under the Federal Food, Drug: and - ‘
Cosmetic Act was initially submitted and the petition
number; and the date on which the FDA published a

Federal Register notice listing the additive for use;

(v) For a patent claiming a medical device, the
effective date of the investigational device exemption
(IDE) and the IDE number, if applicable, or the date on
which the applicant began the first clinical investigation
involving the device if no IDE was submitted and any
available substantiation of that date; the date on which
the application for product approval or notice of
completion of a product development protocol under

section 515 of the Federal Food, Drug and Cosmetic Act-

was initially submitted and the number of the applica-
tion; and the date on which the application was approved
or the protocol declared to be completed.

(11) Abrief description beginning on a new page of
the significant activities undertaken by the marketing
applicant during the applicable regulatory review period
with respect to the approved product and the significant
dates applicable to such activities;

(12) A statement beginning on a new page thatin -

the opinion of the applicant the patent is eligible for the
extension and a statement as to the length of extension
claimed, including how the length of extension was
determined;

(13) A statement that applicant acknowledges a
duty to disclose to the Commissioner of Patents and
Trademarks and the Secretary of Health and Human
Services or the Secretary of Agriculture any information
which is material to the determination of entitlement to
the extension sought (see § 1.765);

(14) The prescribed fee for receiving and acting
upon the application for extension (see § £.20(j));

(15) The name, address, and telephone number of
the person to whom inquiries and correspondence
relating to the application for patent term extension are
to be directed;

(16) A duplicate of the application papers, certi-
fied as such; and
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: (17) An oath or declaratlon as set forth in para- A
-8‘3Ph (b) of this section: , T

(b) Any- oath or deelaratxon submltted m com-"‘.;:

phance ‘with paragraph (a) of _thls sectlon must be
' thc patent or. its

signed by the owner of record
agent spec1f1cally ic

‘the patent-j ‘

for which an" extension  is - aought and'aver that the"'f»_;'?.-"'rii

person signing: the oath or declaratlon

Sy Is the owner, an offrcral of a corporate owner EAN -
authonzed to obhgate the corporatron, or a patent

attorney or agent authorized. to. practlce before the o

" Patent and Trademark Office ‘and who' has general

authority from the owner to act on behalf of the owner in
patent matters.

(2) Has reviewed and understands the contents of
the application being submitted pursuant to this section;

(3) Believes the patent is subject to extension
pursuant to § 1.710;

(4) Believes an extension of the length claimed is
justified under 35 U.S.C. 156 and the applicable regula-
tions; and

(5) Believes the patent for which the extension is
being sought meets the conditions for extension of the
term of a patent as set forth in § 1.720.

(c) I any application for extension of patent term
submitted pursuant to this section is held to be informal,
applicant may seek to have that holding reviewed by
filing a petition with the required fee, as necessary,
pursuant to  §§ 1.181, 1.182 or 1.183, as appropriate,
within such time as may be set in the notice that the
application has been held to be informal, or if no time is
set, within one month of the date on which the
application was held informal. The time periods set forth
herein are subject to the provisions of 37 CFR 1.136.

[Added 52 FR 9395, Mar. 24, 1987, effective May 26, 1987,
para. (a) amended July 20, 1989, 54 FR 30375, effective Aug. 22,
1985; para. (a)(14), 56 FR 65142, Dec. 13, 1991, effective Dec.
16, 1991]

§ 1.741 Filing date of application.

(a) The filing date of an application for extension of
patent term is the date on which a complete application
is received in the Patent and Trademark Office or filed
pursuant to the “Certificate of Mailing or Transmission”
provisions of 37 CFR 1.8 or “Express Mail” provisions of
37CFR 1.10.

A complete application shall include:

(1) An identification of the approved product;
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(2) An identification of each Federal statute. under

which regulatory review occurred;

(3) An identification of the patent for Wthh an

extension is being sought; ~

(#) An identification of each claim of the patent
which claims the approved product or a method of using
or manufacturing the approved product;

(5) Sufficient information to enable the Commis-
sioner to determine under 35 U.S.C. 156 subsections
(a) and (b) the eligibility of a patent for extension and
the rights that will be derived from the extension and
information to enable the Commissioner and the
Secretary of Health and Human Services or the
Secretary of Agriculture to determine the length of the
regulatory review period; and ’

' (6) A brief description of the activities undertaken
by the marketing applicant during the applicable regula-
tory review period with respect to the approved product
and the significant dates applicable to such activities.

(b) If any application submitted pursuant to this
section is held to be incomplete, applicant may seek to
have this holding reviewed under § 1.181.

[Added 52 FR 9396, Mar. 24, 1987, effective May 26,
1987; para. (a) amended 54 FR 30375, July 20, 1989, effective
Aug. 22, 1989; para. (a) amended, 58 FR 54494, Oct. 22, 1993,
effective Nov. 22, 1993}

§ 1.750 Determination of eligibility for extension of
patent term.

A determination as to whether a patent is eligible for
cxtension may be made by the Commissioner solely
on the basis of the representations contained in the
application for extension filed in compliance with
§ 1.740 or § 1.790. This determination may be delegated
to appropriate Patent and Trademark Office officials
and may be made at any time before the certificate of
extension is issued. The Commissioner or other ap-
propriate officials may require from applicant further
information or make such independent inquiries as
desired before a final determination is made on whether
a patent is eligible for extension. In an application for
extension filed in compliance with § 1.740, a notice will
be mailed to applicant containing the determination as
to the eligibility of the patent for extension and the
period of time of the extension, if any. This notice shall
constitute the final determination as to the eligibility and
any period of extension of the patent. A single request
for reconsideration of a final determination may be
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made if filed by the applicant within such time as may be

‘set in the notice of. final determination or, if no.time is
set, within' one ‘month - from the date of ‘the final

determination. The time periods-set forth herem are
subject to the provisions of § 1.136.

- [Added 52 FR 9396, Mar. 24, 1987 effcctwe ‘May 26, 1987
revised, 60 FR 25615 May 12, 1995 effectwe July 11 1995]

§ 1.760 Interim extenslon ot‘ patent. term under ’

35 U.S.C. 156(e)(2). :
An applicant who has filed a formal application for
extension in compliance with § 1.740 may request one or
more interim extensions for periods of up to one year
each pending a final determination on the application
pursuant to § 1.750. Any such request should be filed at
least three months prior to the expiration date of the
patent. The Commissioner may issue interim extensions,
without a request by the applicant, for periods of up to
one year each until a final determination is made. The
patent owner or agent will be notified when an interim
extension is granted and notice of the extension will be
published in the Official Gazette of the Patent and
Trademark Office. The notice will be recorded in the
official file of the patent and will be considered as part of
the original patent. In no event will the interim exten-
sions granted under this section be longer than the
maximum period for extension to which the applicant
would be eligible.
[Added 52 FR 9396, Mar. 24, 1987, effective May 26, 1987,
heading revised, 60 FR 25615, May 12, 1995, effective July 11,
1995]

§ 1.765 Duty of disclosure in patent term extension
proceedings.

(a) A duty of candor and good faith toward the
Patent and Trademark Office and the Secretary of
Health and Human Services or the Secretary of Agricul-
ture rests on the patent owner or its agent, on each
attorney or agent who represents the patent owner and
on every other individual who is substantively involved
on behalf of the patent owner in a patent term extension
proceeding. All such individuals who are aware, or
become aware, of material information adverse to a
determination of entitlement to the extension sought,
which has not been previously made of record in the
patent term extension proceeding must bring such
information to the attention of the Office or the
Secretary, as appropriate, in accordance with paragraph
(b) of this section, as soon as it is practical to do so after
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the individual becomes aware of the information.
Information .is material where there is a substantial
likelihood that the Office or the Secretary wouldconsid-
er it important in determinations to be made in the
patent term extension proceeding.

(b) Disclosures pursuant to this section must be
accompanied by a copy of each written document which
is being disclosed. The disclosure must be made to the
Office or the Secretary, as appropriate, unless the
disclosure is material to determinations to be made by
both the Office and the Secretary, in which case
duplicate copies, certified as such, must be filed in the
Office and with the Secretary. Disclosures pursuant to
this section may be made to the Office or the Secretary,
as appropriate, through an attorney or agent having
responsibility on behalf of the patent owner or its agent
for the patent term extension proceeding or through a
patent owner acting on his or her own behalf. Disclosure
to such an attorney, agent or patent owner shall satisfy
the duty of any other individual. Such an attorney, agent
or patent owner has no duty to transmit information
which is not material to the determination of entitlement
to the extension sought.

(¢) No patent will be determined eligible for
extension and no extension will be issued if it is
determined that fraud on the Office or the Secretary was
practiced or attempted or the duty of disclosure was
violated through bad faith or gross negligence in
connection with the patent term extension proceeding If
it is established by clear and convincing evidence that any
fraud was practiced or attempted on the Office or the
Secretary in connection with the patent term extension
proceeding or that there was any violation of the duty of
disclosure through bad faith or gross negligence in
connection with the patent term extension proceeding, a
final determination will be made pursuant to § 1.750 that
the patent is not eligible for extension.

(d) The duty of disclosure pursuant to this section
rests on the individuals identified in paragraph (a) of this
section and no submission on behalf of third parties, in
the form of protests or otherwise, will be considered by
the Office. Any such submissions by third parties to the
Office will be returned to the party making the submis-
sion, or otherwise disposed of, without consideration by
the Office.

[Added 52 FR 9396, Mar. 24 1987, effective May 26, 1987,
para. (a) amended 54 FR 30375, July 20, 1989, effective Aug. 22,
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1989; para. (a) rewsed 60 FR 25615, May 12 1995 effectwe July
11, 1995} : .

'§ 1770 Express mthdrawal of application l'or -

extension of patent term.

An appllcatlon for extension’ of. patent terrn may be !

expressly withdrawn before a determmatlon is ‘made
pursuant to § 1.750 by filing i in the Office, in duphcate a
written declaration of withdrawal sngned by the owner of
record of the patent or its agent. An application may not
be expressly withdrawn after the date permitted for
response to the final determination on the application.
An express withdrawal pursuant to this section is
effective when acknowledged in writing by the Office.
The filing of an express withdrawal pursuant to this
section and its acceptance by the Office does not entitle
applicant to a refund of the filing fee (§ 1.20(j)) or any
portion thereof.

{Added 52 FR 9397, Mar. 24 1987, effective May 26, 1987,
56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991)

§ 1,775 Calculation of patent term extension for a
drug, antibiotic drug, or human biological
product.

(a) If a determination is made pursuant to § 1.750
that a patent for a human drug, antibiotic drug, or human
biologicai product is eiigible for extension, the term shall
be extended by the time as calculated in days in the
manner indicated by this section. The patent term
extension will run from the original expiration date of
the patent or any earlier date set by terminal disclaimer
(§ 1.321).

(b) The term of the patent for a human drug,
antibiotic drug or human biological product will be
extended by the length of the regulatory review period
for the product as determined by the Secretary of Health
and Human Services, reduced as appropriate pursuant
to paragraphs (d)(1) through (d)(6) of this section.

(c) The length of the regulatory review period for a
human drug, antibiotic drug or human biological product
will be determined by the Secretary of Health and
Human Services. Under 35 U.S.C. 156(g)(1)X(B), it is the
sum of ==

(1) The number of days in the period beginning on
the date an exemption under subsection (i) of section
505 or subsection (d) of section 507 of the Federal Food,
Drug and Cosmetic Act became effective for the
approved human drug product and ending on the date an
application was initially submitted for such product
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under those sectlons or under sectron 351 of the Pubhc i

‘Health Service Act; and’
(2) The number of days in the period begmmng on

the date the application was initially submitted for the

approved product under section 351 of the Public Health

Service Act, subsection (b) of section 505 or section 507 -

of the Federal Food, Drug, and Cosmetic Act and ending
on the date such appllcatlon was approved under such
section. - :

(d) The term of the patent as extended for a human
drug, antibiotic drug or human biological product will be
determined by—

(1) Subtracting from the number of days deter-
mined by the Secretary of Health and Human Services to
be in the regulatory review period:

(i) The number of days in the periods of para-
graphs (¢)(1) and (c)(2) of this section which were on and
before the date on which the patent issued;

(ii) The number of days in the periods of para-
graphs (c)(1) and (c)(2) of this section during which it is
determined under 35 U.S.C. 156(d)(2)(B) by the Secre-
tary of Health and Human Services that applicant did
not act with due diligence;

(iii) One—half the number of days remaining in
the period defined by paragraph (c)(1) of this section
after that period is reduced in accordance with para-
graphs (d)(1)(i) and (ii) of this section; half days will be
ignored for purposes of subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of
the patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date of approval of the
application under section 351 of the Public Health
Service Act, or subsection (b) of section 505 or section
507 of the Federal Food, Drug, and Cosmetic Act;

(4) By comparing the dates for the ends of the
periods obtained pursuant to paragraphs (d)(2) and
(d)(3) of this section with each other and selecting the
earlier date;

(5) If the original patent was issued after Septem-
ber 24, 1984,

(i) Byadding S5 years to the original expiration date
of the patent or any earlier date set by terminal
disclaimer; and

(ii) By comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(5)(i) of this section with each
other and selecting the earlier date;
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- (6) If the original patent was lssued before Septem- o
ber 24,1984,and =~ ‘ .

(i) Ifno request was submltted for an exemptlonf’

under subsectlon (i) of section 505 or, subsectron (d) of - ’

* section 507 of the Federal Food Drug and Cosmetrc Act .~
 before September 24, 1984, by— . t

(A), Addmg 5 years to the orlgmal exprratlon date :

of the patent or earher date set by termmal dlsclalmer e
and

(B) By comparmg the dates obtamed pursuant to. -
paragraphs (d)(4) and (d)(6)(i)(A) of this section thh ;
each other and selecting the earlier date; or

(ii) If a request was submitted for an exemption
under subsection (i) of section 505 or subsection (d) of -
section 507 of the Federal Food, Drug, or Cosmetic Act
before September 24, 1984 and the commercial market-
ing or use of the product was not approved before '
September 24, 1984, by —

(A) Adding 2 years to the original explratron date
of the patent or earlier date set by terminal disclaimer,
and ’

(B) By comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(6)(ii)(A) of this section with
each other and selecting the earlier filing date.

[Added 52 FR 9397, Mar. 24 1987, effective May 26, 1987]

§ 1.776 Calculation of patent term extension for a food
additive or color additive,

(a) If a determination is made pursuant to § 1.750
that a patent for a food additive or color additive is
eligible for extension, the term shall be extended by the
time as calculated in days in the manner indicated by this
section. The patent term extension will run from the
original expiration date of the patent or earlier date set
by terminal disclaimer (§ 1.321).

(b) The term of the patent for a food additive or
color additive will be extended by the length of the
regulatory review period for the product as determined
by the Secretary of Health and Human Services, reduced
as appropriate pursuant to paragraphs (d)(1) through
(d)(6) of this section.

(c) he length of the regulatory review period for a
food additive or color additive will be determined by the
Secretary of Health and Human Services. Under
35 U.S.C. 156(g)(2)(B), it is the sum of —

(1) The number of days in the period beginning on
the date a major health or environmental effects test on
the additive was initiated and ending on the date a
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petition was initially submitted with respect to the
approved product under the Federal Food, Drug, and
Cosmetic Act requesting the issuance of a regulation for
use of the product; and

(2) The number of days in the period beginning on
the date a petition was initially submitted with respect to
the approved product under the Federal Food, Drug and
Cosmétic Act requesting the issuance of a regulation for
use of the product, and ending on the date such
regulation became effective or, if objections were filed to
such regulation, ending on the date such objections were
resolved and commercial marketing was permitted or, if
commercial marketing was permitted and later revoked
pending further proceedings as a result of such objec-
tions, ending on the date such proceedings were finally
resolved and commercial marketing was permitted.

(d) The term of the patent as extended for a food
additive or color additive will be determined by

(1) Subtracting from the number of days deter-
mined by the Secretary of Health and Human Services to
be in the regulatory review period:

(i) The number of days in the periods of para-
graphs (c)(1) and (c)(2) of this section which were on and
before the date on which the patent issued;

(ii) The number of days in the periods of para-
graphs (c)(1) and (c)(2) of this section during which it is
determined under 35 U.S.C. 156(d)(2)(B) by the Secre-
tary of Health and Human Services that applicant did
not act with due diligence;

(iii) The number of days equal to one~half the number
of days remaining in the period defined by paragraph (c)1)

of this section after that period is reduced in accordance with

paragraphs (d)(1) (i) and (ii) of this section; half days will be
ignored for purposes of subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of
the patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date a regulation for
use of the product became effective or, if objections were
filed to such regulation, to the date such objections were
resolved and commercial marketing was permitted or, if
commercial marketing was permitted and later revoked
pending further proceedings as a result of such objec-
tions, to the date such proceedings were finally resolved
and commercial marketing was permitted;

(4) By comparing the dates for the ends of the
periods obtained pursuant to paragraphs (d)(2) and
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(d)(3) of this sectlon wnth each other and selectmg the ;
earlier date; ' .

(5) If the ongmal patent was lssued after Septem-
ber 24,1984, “

(i) By addmg 5 years tothe ongmal exptratlon date -
of the patent or earher date set by terminal dtsclatmer
and - ‘ o ,
(ii) By comparmg the dates obtamed pursuant to
paragraphs (d)(4) and (d)(5)(i) of thlS section with each
other and selecting the earlier date;

(6) If the original patent was |ssued before Septem-
ber 24, 1984, and

(i) If no major health or environmental effects test
was initiated and no petition for a regulation or
application for registration was submitted before Sep-
tember 24, 1984, by '

(A) Adding 5 years to the original expiration date
of the patent or earlier date set by terminal disclaimer,
and

(B) By comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(6)(i)(A) of this section with
each other and selecting the earlier date; or

(ii) If a major health or environmental effects test
was initiated or a petition for a regulation or application
for registration was submitted by September 24, 1984,
and the commercial marketing or use of the product was
not approved before September 24, 1984, by — -

(A) Adding 2 years to the original expiration date
of the patent or earlier date set by terminal disclaimer,
and

(B) By comparing the dates obtained pursuant
to paragraphs (d)(4) and (d)(6)(ii)(A) of this section
with each other and selecting the earlier date.

[Added 52 FR 9397, Mar. 24, 1987, effective May 26, 1987]

§ 1.777 Caiculation of patent term extension for 2
medical device.

(a) If a determination is made pursuant to § 1.750
that a patent for a medical device is eligible for
extension, the term shall be extended by the time as
calculated in days in the manner indicated by this
section. The patent term extension will run from the
original expiration date of the patent or earlier date as
set by terminal disclaimer (§ 1.321).

(b) The term of the patent for a medical device will
be extended by the length of the regulatory review period
for the product as determined by the Secretary of Health
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and Human Services, reduced as appro;iriate pursuant
“to paragraphs (d)(1) through (d)(6) of this section.
(c) The length of the regulatory review period for
a medical device will be determined by the Secretary
of Health and Human Services. Under 35 US.C.
156(g)(3)(B), it is the sum of
(1) The number of days in the period beginning on
the date a clinical investigation on humans involving the
device was begun and ending on the date an application
was initially submitted with respect to the device under
section 515 of the Federal Food, Drug, and Cosmetic
Act; and
(2) The number of days in the period beginning on
the date the application was initially submitted with
respect to the device under section 515 of the Federal
Food, Drug, and Cosmetic Act, and ending on the date
such application was approved under such Act or the
period beginning on the date a notice of completion of a
product development protocol was initially submitted
under section 515(f)(5) of the Act and ending on the date
the protocol was declared completed under section
515(£)(6) of the Act.

{d) The term of the patent as extended for a
medical device will be determined by -~
(1) Subtracting from the number of days deter-

mined by the Secretary of Health and Human Services to
be in the regulatory review period pursuant to paragraph
(c) of this section:

(i) The number of days in the periods of para-
graphs (c)(1) and (c)(2) of this section which were on and
before the date on which the patent issued;

(ii) The number of days in the periods of para-
graphs (c)(1) and (c)(2) of this section during which it is
determined under 35 U.S.C. 156(d)(2)(B) by the Secre-
tary of Health and Human Services that applicant did
not act with due diligence;

(iii) One—half the number of days remaining in
the period defined by paragraph (c)(1) of this section
after that period is reduced in accordance with
paragraphs (d)(1) (i) and (ii) of this section; half days
will be ignored for purposes of subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of
the patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date of approval of
the application under section 515 of the Federal Food,
Drug, and Cosmetic Act or the date a product develop-
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ment protocol was declared completed under section
515(f)(6) of the Act;

(4) By comparing ‘the dates for the ends of the
periods obtained pursuant to paragraphs (d)(2) and

‘(d)(3) of this section with each other and selectmg the

carlier date;

(5) If the original patent was issued after Septem-
ber 24,1984,

(i) Byadding$5 years to the original explratlon date
of the patent or earlier date set by terminal disclaimer;
and

(ii) By comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(5)(i) of this section with each
other and selecting the earlier date;

(6) If the original patent was issued before Septem-
ber 24, 1984, and

(i) If noclinical investigation on humans involving
the device was begun or no product development
protocol was submitted under section 515(f)(5) of the
Federal Food, Drug and Cosmetic Act before September
24, 1984, by — -

(A) Adding 5 years to the original expiration date
of the patent or earlier date set by terminal disclaimer,
and

(B) By comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(6)(i)(A) of this section with
each other and selecting the earlier date; or

(ii) If a clinical investigation on humans involving
the device was begun or a product development protocol
was submitted under section 515(f)(5) of the Federal
Food, Drug, and Cosmetic Act before September 24,
1984 and the commercial marketing or use of the product
was not approved before September 24, 1984, by

(A) Adding 2 years to the original expiration date
of the patent or earlier date set by terminal disclaimer,
and

(B) By comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(6)(ii)(A) of this section with
each other and selecting the earlier date.

[Added 52 FR 9398, Mar. 24 1987, effective May 26, 1987]

§ 1.778 Calculation of patent term extension for an
animal drug product.

(a) If a determination is made pursuant to § 1.750
that a patent for an animal drug is eligible for extension,
the term shall be extended by the time as calculated in
days in the manner indicated by this section. The patent
term extension will run from the original expiration date
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of the patent or any earlrer date set by termmal_

disclaimer (§ 1.321).
(b) The term of the patent for an ammal drug wrll be

extended by the length of the regulatory review period

for the drug as determined: by the Secretary of Health : .
‘ " (d)(3) of this: sectron wrth each other and selectmg the f; P

and Human Services, reduced as appropriate pursuant
to paragraphs (d)(1) through (d)(6) of this section.
(c) The length of the regulatory review period for

an animal drug will be determined by the Secretary

of Health and Human Services. Under 35 US.C.
156(g)(4)(B), it is the sum of ——

(1) The number of days in the period begmnmg on
the earlier of the date a major health or environmental
effects test on the drug was initiated or the date an
exemption under subsection (j) of section 512 of the
Federal Food, Drug, and Cosmetic Act became effective
for the approved animal drug and ending on the date an
application was initially submitted for such animal drug
under section 512 of the Federal Food, Drug, and
Cosmetic Act; and

(2) The number of days in the period beginning on
the date the application was initially submitted for the
approved animal drug under subsection (b) of section
512 of the Federal Food, Drug, and Cosmetic Act and
ending on the date such application was approved under
such section.

(d) The term of the patent as extended for an
animal drug will be determined by ——

(1) Subtracting from the number of days deter-
mined by the Secretary of Health and Human Services to
be in the regulatory review period:

(i) The number of days in the periods of para-
graphs (c)(1) and (c)(2) of this section that were on and
before the date on which the patent issued;

(ii) The number of days in the periods of para-
graphs (c)(1) and (c)(2) of this section during which it is
determined under 35 U.S.C. 156(d)(2)(B) by the Secre-
tary of Health and Human Services that applicant did
not act with due diligence;

(iii) One~half the number of days remaining in the
period defined by paragraph (c)(1) of this section after
that period is reduced in accordance with paragraphs
(d)(1)(i) and (ii) of this section; half days will be ignored
for purposes of subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of
the patent as shortened by any terminal disclaimer;
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3) By addmg 14 years to- the date of approval of the

: f application under sectron 5 12 of the Federal Food, Drug, .

and Cosmetic Act; . :
(4)By. comparmg the dates for the ends of thei_ '

‘ 'perlods obtained. pursuant to paragraphs (d)(2) and

earlier date; : , :

(5) I the orlgmal patent was 1ssued after November Al
16, 1988, by — i L

(i) Adding5 years to the orrgmal exprratron date of
the patent or any earller date set by terminal drsclauner,
and - :

(ii) Comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(5)(i) of this sectlon with each
other and selecting the earlier date;

(6) If the original patent was issued before Novem-
ber 16, 1988, and

(i) If no major health or environmental effects test
on the drug was initiated and no request was submitted
for an exemption under subsection (j) of section 512 of
the Federal Food, Drug, and Cosmetic Act before
November 16, 1988, by —

(A) Adding 5 years to the original expiration date
of the patent or earlier date set by terminal disclaimer;
and

(B) Comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(6)(i)(A) of this section with
each other and selecting the earlier date; or

(i) If a major health or environmental effects test
was initiated or a request for an exemption under
subsection (j) of section 512 of the Federal Food, Drug,
and Cosmetic Act was submitted before November 16,
1988, and the application for commercial marketing or
use of the animal drug was not approved before
November 16, 1988, by —

(A) Adding 3 years to the original expiration date
of the patent or earlier date set by terminal disclaimer,
and

(B) Comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(6)(ii)(A) of this section with
each other and selecting the carlier date.

[Added July 20, 1989, 54 FR 30375, effective Aug. 22, 1989]

§ 1.779 Calculation of patent term extension for a
veterinary biological product.
(a) If a determination is made pursuant to § 1.750
that a patent for a veterinary biological product is
eligible for extension, the term shall be extended by the
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time as calculated in days in the manner 1nd1cated by this o
section. The patent term extension will run from the )
original expiration date of the patent or any earher date .

set by terminal disclaimer (§ 1. 321). :
(b) The term of the patent for a veterlnary blologl-

cal product will be extended by the length -of the
regulatory review perrod for the product as determmed‘
by the Secretary of Agrlculture, reduced as approprlate :

pursuant to paragraphs (d)(1) through- (d)(6) of this
section.

(c) Thelength of the regulatory review perlod’for a
veterinary biological product will be determined by the
Secretary of Agriculture. Under 35 U.S.C. 156(g)(5)(B),
it is the sum of —

(1) The number of days in the period beginning on
the date the authority to prepare an experimental
biological product under the Virus—Serum—Toxin Act
became effective and ending on the date an application
for a license was submitted under the Virus—Serum-—
Toxin Act; and

(2) The number of days in the period beginning on
the date an application for a license was initially
submitted for approval under the Virus—Serum-Toxin
Act and ending on the date such license was issued.

(d) The term of the patent as extended for a
veterinary biological product will be determined by —

(1) Subtracting from the number of days deter-
mined by the Secretary of Agriculture to be in the
regulatory review period:

(i) The number of days in the periods of para-
graphs (c)(1) and (c)(2) of this section that were on and
before the date on which the patent issued,;

(ii) The number of days in the periods of para-
graphs (c)(1) and (c)(2) of this section during which it is
determined under 35 U.S.C. 156(d)(2)(B) by the Secre-
tary of Agriculture that applicant did not act with due
diligence;

(iii) One~half the number of days remaining in the
period defined by paragraph (c)(1) of this section after
that period is reduced in accordance with paragraphs
(d)(1)(i) and (ii) of this section; half days will be ignored
for purposes of subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of
the patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date of the issuance of
a license under the Virus—Serum—Toxin Act;
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(4) By comparlng the dates for the ends of thef"

:rper10dS obtalned pursuant. to Pal“agraphs (d)(2) and o
(d)(3) of this sectlon wrth each other and selectmg the,_“ T
earher date; ‘ L G :

- (5) If the orlglnal patentW asi Ssued e e

(@) Addmg 5y years to the or gmal
the Ppatent or any. earher date set by termmal 'dlsclanner,, ‘A

other and selecting the earlier date,

(6) If the original patent was. 1ssued before Novem-
ber 16, 1988, and r :

(i) If no request for the authorlty to prepare an
experimental biological product under the Virus—Se-
rum—"Toxin Act was submltted before November 16 ’
1988, by —~ ‘

(A) Adding 5 years to the orlgmal explratlon date
of the patent or earlier date set by terminal disclaimer;
and ' N

(B) Comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(6)(i)(A) of this section with
each other and selecting the earlier date; or

(ii) If a request for the authority to prepare an

“experimental biological product under the Virus—Se-

rum-Toxin Act was submitted before November 16,
1988, and the commercial marketing or use of the
product was not approved before November 16, 1988, by

(A) Adding 3 years to the original expiration date
of the patent or earlier date set by terminal disclaimer;
and :

(B) Comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(6)(ii)(A) of this section with
each other and selecting the earlier date.

[Added 54 FR 30375, July 20, 1989, effective Aug. 22, 1989]

§ 1.780 Certificate of extension of patent term.

If a determination is made pursuant to § 1.750 that a
patent is eligible for extension and that the term of the
patent is to be extended, a certificate of extension, under
seal, or certificate of interim extension under 35 U.S.C.
156(d)(5) wiil be issued to the applicant for the extension
of the patent term. Such certificate will be recorded in
the official file of the patent and will be considered as
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part of the original patent. Notification of the issuanee of
the certificate of extension will be published in the )

Official Gazette of the Patent and Trademark Offlce

Notification of the issuance of the certificate of interim -
 eligible for an extension 1 -
. maybe made of any apphcant to supply such 1nformat10n L -
within a non~— —extendable perlod of not less than one ) i
‘month whenever multlple applrcatlons for extensron of -

: ',more than one patent are recelved and rely upon the

. same regulatory review perlod Fallure to’ prov1de such
1nformat10n within the perlod for response set shall be:

extension under 35 U.S. C. 156(d)(5) including -the
identity of the product currently under regulatory
review, will be published in the Official Gazette of the

Patent and Trademark Office and in the Federal Register. B
No certificate of extension will be issued if the term of

the patent cannot be extended, even though the patent is
otherwise determined to be eligible for extension. In
such situations the final determination made pursuant to
§ 1.750 will indicate that no certificate will issue.

[Added 52 FR 9399, Mar. 24 1987, effective May 26, 1987,
para. (a) revised, 60 FR 25615, May 12, 1995, effective July 11,
1995]

§ 1.785 Multiple applications for extension of term of
the same patent or of different patents for the
same regulatory review peried for a preduct.

(a) Only one patent may be extended for a regulato-
ry review period for any product § 1.720 (h)). If more
than one application for extension of the same patent is
filed, the certificate of extension of patent term, if
appropriate, wili be issued based upon the first filed
application for extension.

(b) If more than one application for extension is
filed by a single applicant which seeks the extension of
the term of two or more patents based upon the same
regulatory review period, and the patents arc otherwise
eligible for extension pursuant to the requirements of
this subpart, in the absence of an election by the
applicant, the certificate of extension of patent term, if
appropriate, will be issued upon the application for
extension of the patent term having the earliest date of
issuance of those patents for which extension is sought.

(c) If an application for extension is filed which
seeks the extension of the term of a patent based upon
the same regulatory review period as that relied upon in
one or more applications for extension pursuant to the
requirements of this subpart, the certificate of extension
of patent term will be issued on the application only if the
patent owner or its agent is the holder of the regulatory
approval granted with respect to the regulatory review
period.

(d) An application for extension shall be considered
complete and formal regardless of whether it contains
the identification of the holder of the regulatory
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"approval granted w1th respect to the regulatory review
perlod When an apphcatlon contams such mformatlon,’ S
- or is amended to contain such mformatlon, it will be -
‘consrdered in determmmg whether an apphcatron i

der this séction. A’ request

regarded as conclusively establlshrng that the apphcant
is not the holder of the regulatory approval

(¢) Determinations made under this section shall
be included in the notice »0'f> final determination of

eligibility for extension of the patent term pursuant to

§ 1.750 and shall be regarded as part of that determina-
tion. :

[Added 52 FR 9399, Mar. 24 1987, effective May 26, 1987;
para. (b) amended 54 FR 30375, July 20, 1989, effective Aug. 22,
1989; revised, 60 FR 25615, May 12,1995, effective July1l, 1995]

§ 1.790 Interim extension of patent term under
35U.8.C. 156(d)(5)

(2) An owner of record of a patent or its agent
who reasonably expects that the applicatie regula-
tory review period described in paragraph (1)(B)(ii),
(2)(B)(ii), (3)(B)(ii), (4)(B)(ii), or (5)(B)(ii) of subsec-
tion (g) that began for a product that is the subject of
such patent may extend beyond the expiration of the
patent term in effect may submit one or more applica-
tions for interim extensions for periods of up to one year
each. The initial application for interim extension must
be filed during the period beginning 6 months and
ending 15 days before the patent term is due to expire.
Each subsequent application for interim extension must
be filed during the period beginning 60 days before and
ending 30 days before the expiration of the preceding
interim extension. In no event will the interim extensions
granted under this section be longer than the maximum
period of cxtension to which the applicant would be
entitled under 35 U.S.C. 156(c).

(b) A complete application for interim extension
under this section shall include all of the information
required for a formal application under § 1.740 and a
complete application under § 1.741. Sections (a)(1),
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§1.791

(a)(2), (a)(4) and (a)(6) — (a)(17) of §1.740 and § 1.741
shall be read in the context of a product currently
undergoing regulatory review. Sections (a)(3) and (a)(5)
of § 1.740 are not applicable to an application for interim
extension under this section.

(c) The content of each subsequent interim exten-
sion application may be limited to a request for a
subsequent interim extension along with a statement
that the regulatory review period has not been com-
pleted along with any materials or information required
under § 1.740 and § 1.741 that are not present in the
preceding interim extension application.

[Added 60 FR 25615, May 12, 1995, effective July 11,1995}

§ 1.791 Termination of interim extension granted prior
te regulatory approval of a product for
commercial marketing or use.

Any interim extension granted under 35 U.S.C.
156(d)(5) terminates at the end of the 60—day period
beginning on the date on which the product involved
receives permission for commercial marketing or use. If
within that 60—day period the patent owner or its agent
files an application for extension under § 1.740 and
§ 1.741 including any additional information required
under 35 U.S.C. 156(d)(1) not contained in the applica-
tion for interim extension, the patent shall be further
extended in accordance with the provisions of 35 U.S.C.
156.

[Added 60 FR 25615, May 12, 1995, effective July 11, 1995}

Subpart G — Biotechnology Inveuntion
Disclosures

DEPOSIT OF BIOLOGICAL MATERIAL

§ 1.801 Biological material.

For the purposes of these regulations pertaining to
the deposit of biological material for purposes of patents
for inventions under 35 U.S.C. 101, the term biological
material shall include material that is capable of
self—replication either directly or indirectly. Represen-
tative examples include bacteria, fungi including yeast,
algae, protozoa, eukaryotic cells, cell lines, hybridomas,
plasmids, viruses, plant tissue cells, lichens and seeds.
Viruses, vectors, cell organelles and other non-living
material existing in and reproducible from a living cell
may be deposited by deposit of the host cell capable of
reproducing the non—living material.

[Added 54 FR 34880, Aug. 22, 1989, effective Jan. 1, 1990]
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'§ 1.802 Need or opportunity to make a deposit. -

- (a) Where an invention is, or relies on, a biological
material, the disclosure may - mclude reference to a
deposit of such blologlcal materlal

(b) Biological matenal ‘need not “be deposned
unless access to such ‘material is necessary for the
satisfaction of the statutory requirements for patentabll—
ity under 35 U.S.C. 112. If a deposit is necessary, it shall

be acceptable if made in accordance with these regula-

tions. Biological material need not be deposited, inter -
alia, if it is known and readily available to- the public or
can be made or isolated without undue experimentation.
Once deposited in a depository complying with these
regulations, a biological material will be considered to be
readily available even though some requirement of law -
or regulation of the United States or of the country in
which the depository institution is located permits access
to the material only under conditions imposed for safety,
public health or similar reasons.

(¢c) The reference to a biological material in a
specification disclosure or the actual deposit of such
material by an applicant or patent owner does not create
any presumption that such material is necessary to
satisfy 35 U.S.C. 112 or that deposit in accordance with
these regulations is or was required.

[Added 54 FR 34880, Aug. 22, 1989, effective Jan. 1, 1990}

§ 1.803 Acceptable depository.

(a) A deposit shall be recognized for the purposes of
these regulations if made in;

(1) any International Depositary Authority (IDA)
as established under the Budapest Treaty on the
International Recognition of the Deposit of Micro—or-
ganisms for the Purposes of Patent Procedure, or

(2) any other depository recognized to be suitable
by the Office. Suitability will be determined by the
Commissioner on the basis of the administrative and
technical competence, and agreement of the depository
to comply with the terms and conditions applicable to
deposits for patent purposes. The Commissioner may
seek the advice of impartial consultants on the suitability
of a depository. The depository must:

(i) Have a continuous existence;

(i) Exist independent of the control of the deposi-
tor;

(iii)Possess the staff and facilities sufficient to
examine the viability of a deposit and store the deposit
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in a manner which ensures that it 1s kept v:able and
uncontammated _ : :

(iv) Provxde for sufftcnent safety measures to mini-
mize the risk of losmg biological materlal deposited
with it; :

(v) Be impartial and objective;

(vi) Furnish samples of the deposnted matenal inan

expeditious and proper manner; and

(vii) Promptly notify depositors of its inability to
furnish samples, and the reasons why.

(b) A depository seeking status under paragraph
(a)(2) of this section must direct a communication to the
Commissioner which shali:

(1) Indicate the name and address of the deposi-
tory to which the communication relates;

(2) Contain detailed information as to the capacity
of the depository to comply with the requirements of
paragraph (a)(2) of this section, including information
on its legal status, scientific standing, staff, and facilities;

(3) Indicate that the depository intends to be
available, for the purposes of deposit, to any depositor
under these same conditions;

(4) Where the depository intends to accept for
deposit only certain kinds of biological material, specify
such kinds;

(5) Indicate the amount of any fees that the
depository will, upon acquiring the status of suitable
depository under paragraph (a)(2) of this section, charge
for storage, viability statements and furnishings of
samples of the deposit.

(¢) A depository having status under paragraph
(a)(2) of this section limited to certain kinds of biological
material may extend such status to additional kinds of
biological material by directing a communication to the
Commissioner in accordance with paragraph (b} of this
section. If a previous communication under paragraph
(b) of this section is of record, items in common with the
previous communication may be incorporated by refer-
ence.

(d) Once a depository is recognized to be suitable
by the Commissioner or has defaulted or discontinued
its performance under this section, notice thereof will
be published in the Official Gazette of the Patent and

Trademark Office.
[Added 54 FR 34881, Aug. 22, 1989, effective Jan. 1, 1990]
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‘§ 1.804 Time of making an original deposit. S
(a) Whenever a btologlcal material -is specnﬁcally, o ‘

- identified in- an apphcatlon t'or patent as filed an

original deposnt ‘thereof ~may be- made at any. tlme, ca T

before filing the: applxcatlon for. patent or,: sub)ect to- .

'§ 1.809, during pendency of the application for patent.

(b) When the ortgmal deposnt 15 made after the
effective filing date of anapplication for patent the ,
appltcant shall promptly submnt a venf ed statement
shall state, that the blologlcal matenal which is deposnted
is a biological material specifically identified in the
application as filed, except if the person is an attorney or
agent registered to practice before the Office, in which
case the statement need not be verified.

[Added 54 FR 34881, Aug. 22, 1989, effective Jan. 1, 1990}

§ 1.805 Replacement or supplement of deposit.

(a) A depositor, after receiving notice during the
pendency of an application for patent, application for
reissue patent or reexamination proceeding, that the
depository possessing a deposit either cannot furnish
samples thereof or can furnish samples thereof but the
deposit has become contaminated or has lost its capabili-
ty to function as described in the specification, shall
notify the Office in writing, in each application for
patent or patent affected. In such a case, or where the
Office otherwise learns, during the pendency of an
application for patent, application for reissue patent or
reexamination proceeding, that the depository possess-
ing a deposit either cannot furnish samples thereof or
can furnish samples thereof but the deposit has become
contaminated or has lost its capability to function as
described in the specification, the need for making a
replacement or supplemental deposit will be governed
by the same considerations governing the need for
making an original deposit under the provisions set forth
in § 1.802(b). A replacement or supplemental deposit
made during the pendency of an application for pat-
ent shall not be accepted unless it meets the require-
ments for making an original deposit under these
regulations, including the requirement set forth under
§ 1.804(b). A replacement or supplemental deposit
made in connection with a patent, whether or not made
during the pendency of an application for reissue patent
or a reexamination proceeding or both, shall not be
accepted unless a certificate of correction under § 1.323

Rev. 1, Scpt. 1995

§1sos’ |



§ 1.806

is requested by the patent owner which meets the terms
of paragraphs (b) and (c) of this section.

(b) A request for certificate of correction under this
scection shall not be granted unless the certificate
identifies: ‘

(1)The accession number for the replacement or
supplemental deposit;

(2) The date of the deposit; and

(3) The name and address of the depository.

(c) A request for a certificate of correction under
this section shall not be granted unless the request is
made promptly after the replacement or supplemental
deposit has been made and:

(1) Includes a verified statement of the reason for
making the replacement or supplemental deposit;

(2) Includes a verified statement from a person in a
position to corroborate the fact, and shall state, that the
replacement or supplemental deposit is of a biological
material which is identical to that originally deposited,;

(3) Includes a verified showing that the patent
owner acted diligently ——

(i) In the case of a replacement deposit, in making
the deposit after receiving notice that samples could no
longer be furnished from an earlier deposit, or

(ii) In the case of a supplemental deposit, in
making the deposit after receiving notice that the earlier
deposit had become contaminated or had lost its
capability to function as described in the specification;

(4) Includes a verified statement that the term of
the replacement or supplemental deposit expires no
earlier than the term of the deposit being replaced or
supplemented; and

(5) Otherwise establishes compliance with these
regulations, except that if the person making one or
more of the required statements or showing is an
attorney or agent registered to practice before the
Office, that statement or showing need not be verified.

(d) A depositor’s failure to replace a deposit, or in
the case of a patent, to diligently replace a deposit and
promptly thereafter request a certificate of correction
which meets the terms of paragraphs (b) and (c) of this
section, after being notified that the depository possess-
ing the deposit cannot furnish samples thereof, shall
cause the application or patent involved to be treated in
any Office proceeding as if no deposit were made.

(e) In the event a deposit is replaced according to
these regulations, the Office will apply a rebuttable
presumption of identity between the original and the

Rev. 1, Sept. 1995
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replacement deposit where a patent making reference to

- the deposit is relied upon during any Office proceeding.

(f) A replacement or supplemental deposit made
during the pendency of an apphcatlon for patent may be
made for any reason. . . : ,

(g) In no.case is a replacement or supplemental
deposit of a biological material necessary where the
biological material, in accordance with § 1.802(b), need
not be deposited.

(h) No replacememdeposit of a biological material
is necessary where a depository can furnish samples
thereof but the depository for national security, health
or environmental safety reasons is unable to provide
samples to requesters outside of the jurisdiction where
the depository is located.

(i) The Office will not recognize in any Office
proceeding a replacement deposit of a biological materi-
al made by a patent owner where the depository could
furnish samples of the deposit being replaced.

[Added 54 FR 34881, Aug. 22, 1989, effective Jan. 1, 1990]

§ 1.806 Term of deposit.

A deposit made before or during pendency of an
application for patent shall be made for a term of at least
thirty (30) years and at least five (5) years after the most
recent request for the furnishing of a sample of the
deposit was received by the depository. In any case,
samples must be stored under agreements that would
make them available beyond the enforceable life of the
patent for which the deposit was made.

[Added 54 FR 34882, Aug. 22, 1989, effective Jan. 1, 1990]

§ 1.807 Viability of deposit.

(a) A deposit of biological material that is capable
of self—replication either directly or indirectly must be
viable at the time of deposit and during the term of
deposit. Viability may be tested by the depository. The
test must conclude only that the deposited material is
capable of reproduction. No evidence is necessarily
required regarding the ability of the deposited material
to perform any function described in the patent applica-
tion.

(b) A viability statement for each deposit of a
biological material defined in paragraph (a) of this
section not made under the Budapest Treaty on the
International Recognition of the Deposit of Microor-
ganisms for the Purposes of Patent Procedure must be
filed in the application and must contain:

(1) The name and address of the depository;
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(3) The date of deposit;

(2) The name and address of the depositor;

(4) The identity of the deposit and the accession
number given by the depository; :

(5) The date of the viability test;

(6) The procedures used to obtain a sample if the

test is not done by the depository; and

(7) A statement that the deposit is capable of
reproduction. '

(c) If a viability test indicates that the deposit is
not viable upon receipt, or the examiner cannot, for
scientific or other valid reasons, accept the statement
of viability received from the applicant, the examiner
shall proceed as if no deposit has been made. The
examiner will accept the conclusion set forth in a viabil-
ity statement issued by a depository recognized under
§ 1.803(a).

[Added 54 FR 34882, Aug. 22, 1989, effective Jan. 1, 1990]

§ 1.808 Furnishing of samples.

(a) A deposit must be made under conditions that
assure that:
(1) Access to the deposit will be available during

pendency of the patent application making reference to
the deposit to one determined by the Commissioner to
be entitled thereto under § 1.14 and 35 U.S.C. 122, and

(2) Subject to paragraph (b) of this section, all
restrictions imposed by the depositor on the availability
to the public of the deposited material will be irrevocably
removed upon the granting of the patent.

(b) The depositor may contract with the depository
to require that samples of a deposited biological material
shall be furnished only if a request for a sample, during
the term of the patent:

(1) Is in writing or other tangible form and dated;

(2) Contains the name and address of the re-
questing party and the accession number of the
deposit; and

(3) Is communicated in writing by the depository to
the depositor along with the date on which the sampie
was furnished and the name and address of the party to
whom the sample was furnished.

(¢) Upon request made to the Office, the Office will
certify whether a deposit has been stated to have been
made under conditions which make it available to the
public as of the issue date of the patent grant provided
the request contains:

(1) The name and address of the depository;

R - 149

§1809~

(2) The accessron number given to the deposit;
(3) The patent number and i issue date of the patent

referrmg to the deposit; and.

@) The name and address of the requestmg party
{Added 54 FR 34882, Aug. 72 19897 effective Jan. | _1990] .

§ 1.809 Exammatlon procedures :

(a) The examiner shall determme pursuant to
§ 1.104 in each appllcatlon for patent, application for
reissue patent or reexamination proceeding if a deposit
is needed, and if needed, if a deposit actually made is
acceptable for patent purposes. If a deposit is needed
and has not been made or replaced or supplemented in
accordance with these regulations, the examiner, where
appropriate, shall reject the affected claims under the
appropriate provision of 35 U.S.C. 112, explaining why a
deposit is needed and/or why a deposit actually made
cannot be accepted.

(b) The applicant for patent or patent owner shall
respond to a rejection under paragraph (a) of this
section by ~—

(1) In the case of an applicant for patent, making an
acceptable original or replacement or supplemental
deposit or assuring the Office in writing that an
acceptable deposit will be made on or before the date of
payment of the issue fee, or, in the case of a patent
owner, requesting a certificate of correction of the
patent which meets the terms of paragraphs (b) and (c)
of § 1.805, or

(2) Arguing why a deposit is not needed under the
circumstances of the application or patent considered
and/or why a deposit actually made should be accepted.
Other replies to the examiner’s action shall be consid-
ered nonresponsive. The rejection will be repeated until
either paragraph (b)(1) of this section is satisfied or the
examiner is convinced that a deposit is not needed.

(c) If an application for patent is otherwise in
condition for allowance except for a needed deposit and
the Office has received a written assurance that an
acceptable deposit will be made on or before payment of
the issue fee, the Office will mail to the applicant a
Notice of Allowance and Issue Fee Due together with a
requirement that the needed deposit be made within
three months. The period for satisfying this requirement
is extendable under § 1.136. Failure to make the needed
deposit in accordance with this requirement will result in
abandonment of the application for failure to prosecute.
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(d) For each deposit made pursuant to these
regulations, the specification shall contain:

(1) The accession number for the deposnt

(2) The date of the deposit;

(3) A description of the deposited biological

material sufficient to specifically identify it and to
permit examination; and
(4) The name and address of the deposntory
[Added 54 FR 34882, Aug. 22, 1989, effective Jan. 1, 1990]

APPLICATION DISCLOSURES CONTAINING
NUCLEOTIDE AND/OR AMINO ACID
SEQUENCES

§ L.821 Nucleotide and/or amino acid sequence
disclosures in patent applications.

(a) Nucleotide and/or amino acid sequences as
used in §§ 1.821 through 1.825 is interpreted to mean
an unbranched sequence of four or more amino acids
or an unbranched sequence of ten or more nucleo-
tides. Branched sequences are specifically excluded
from this definition. Nucleotides and amino acids are
further defined as foilows:

(1) Nucleotides are intended to embrace only those
nucleotides that can be represented using the symbols
set forth in § 1.822(b)(1). Modifications, e.g., methy-
lated bases, may be described as set forth in § 1.822(b),
but shall not be shown explicitly in the nucleotide
sequence.

(2) Amino acids are those L —amtino acids common-
ly found in naturally occurring proteins and are listed
in  § 1.822(b)(2). Those amino acid sequences con-
taining D—amino acids are not intended to be embraced
by this definition. Any amino acid sequence that
contains post—translationally modified amino acids may
be described as the amino acid sequence that is initially
translated using the symbols shown in § 1.822(b)(2) with
the modified positions; e.g., hydroxylations or glycosyla-
tions, being described as set forth in § 1. 822(b), but these
modifications shall not be shown explicitly in the amino
acid sequence. Any peptide or protein that can be
expressed as a sequence using the symbols in
§ 1.822(b)(2) in conjunction with a description else-
where in the “Sequence Listing” to describe, for
example, modified linkages, cross links and end caps,
non - peptidyl bonds, etc., is embraced by this definition.

(b) Patent applications which contain disclosures of
nucleotide and/or amino acid sequences, in accordance
with the definition in paragraph (a) of this section, shall,
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with regard to the manner inwhich the nucleotide and/or -
amino acid sequences are presented -and " described,
conform excluslvely to the requnrements -of §§ 1821 

- through 1.825.

(c) Patent appllcatlons whxch contam dlsclosures of

nucleotlde and/or ammo acid sequences must contain,as .

a separate part of the dlsclosure on ‘paper copy,
hereinafter referred to as the “Sequence: Listing,” a
disclosure of the nucleotide and/or amino acid se--
quences and associated mformatlon using the symbols
and format in accordance with the requirements of
§§ 1.822 and 1.823. Each sequence disclosed must
appear separately in the “Sequence Listing.” Each
sequence set forth in the “Sequence Listing” shall be
assigned a separate identifier written as SEQ ID NO:1,
SEQ ID NO:2,SEQID NO:3,etc.

(d) Where the description or claims of a patent
application discuss a sequence listing that is set forth in
the “Sequence Listing” in accordance with paragraph (c)
of this section, reference must be made to the sequence
by use of the assigned identifier, in the text of the
description or claims, even if the sequence is also
embedded in the text of the description or claims of the
patent application.

(e) A copy of the “Sequence Listing” referred to
in paragraph (c) of this section must also be submitted
in computer readable form in accordance with the
requirements of § 1.824. The computer readable form
is a copy of the “Sequence Listing” and will not
necessarily be retained as part of the patent applica-
tion file. If the computer readable form of a new
application is to be identical with the computer
readable form of another application of the applicant
on file in the Office, reference may be made to the
other application and computer readable form in lieu
of filing a duplicate computer readable form in the
new application. The new application shall be accom-
panied by a letter making such reference to the other
application and computer readable form, both of
which shall be completely identified.

() In addition to the paper copy required by
paragraph (c) of this section and the computer readable
form required by paragraph (e) of this section, a
statement that the content of the paper and computer
readable copies are the same must be submitted with the
computer readable form. Such a statement must be a
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verified statement if made by a person not registered to
practice before the Office. ,

(g) If any of the requirements of paragraphs (b)
through (f) of this section are not satisfied at the time of
filing under 35 U.S.C. 111 or at the time of entering the
national stage under 35 U.S.C. 371, applicant has one
month from the date of a notice which will be sent
requiring compliance with the requirements in order to
prevent abandonment of the application. Any submis-
sion in response to a requirement under this paragraph
must be accompanied by a statement that the submission
includes no new matter. Such a statement must be a
verified statement if made by a person not registered to
practice before the Office.

(h) If any of the requirements of paragraphs (b)
through (f) of this section are not satisfied at the time of
filing, in the United States Receiving Office, an interna-
tional application under the Patent Cooperation Treaty
(PCT) applicant has one month from the date of a notice
which will be sent requiring compliance with the
requirements, or such other time as may be set by the
Commissioner, in which to comply. Any submission in
response to a requirement under this paragraph must be
accompanied by a statement that the submission does
not include new matter or go beyond the disclosure in the
international application as filed. Such a statement must
be a verified statement if made by a person not
registered to practice before the Oitice. If applicant fails
to timely provide the required computer readable form,
the United States International Searching Authority
shall search only to the extent that a meaningful search
can be performed.

(i) Neither the presence nor the absence of infor-
mation which is not required under §§ 1.821 through
1.825, in an application shall create any presumption
that such information is necessary to satisfy one or more
of the requirements of 35 U.S.C. 112. Further, the grant
of a patent on an application that is subject to the
requirements of §§ 1.821 through 1.825 shall constitute a
conclusive presumption that said patent complies with
the requirements of §§ 1.821 through 1.825.

(j) Envelopes containing only application papers,
computer readable forms and fees filed under this
section should be marked “Box SEQUENCE.”

[Added 55 FR 18230, May 1, 1990, effective Oct. 1, 1990; para. (h)
amended, 58 FR 9335, Jan. 14, 1993, effective May 1, 1993]
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§ 1.822 Symbols and format to be used for nucleotide

. and/or amino acid sequence data. s

(a) The symbols and format to be used for nucleo-
tide and/or amino acid sequence data shall conform to
the requirements of paragraphs (b) through (p) of this
section. , '

(b) The code for representing the nucleotide
and/or amino acid sequence characters shall conform

" to the code set forth in the tables in paragraphs (b)(1)

and (b)(2) of this section. No code other than that
specified in this section shall be used in nucleotide and
amino acid sequences. A modified base or amino acid
may be presented in a given sequence as the correspond-
ing unmodified base or amino acid if the modified base
or amino acid is one of those listed in paragraphs (p)(1)
or (p)(2) of this section and the modification is also set
forth elsewhere in the Sequence Listing (for example,
FEATURES § 1.823(b)(2)(ix)). Otherwise, all bases or
amino acids not appearing in paragraphs (b)(1) or (b)(2)
of this section shall be listed in a given sequence as “N”
or “Xaa,” respectively, with further information, as
appropriate, given elsewhere in the Sequence Listing.
(1) Base codes:

Meaning

A; adenine

C; cytosine

G; guanine

T, thymine

U,; uracil

AorC

AorG

AorT/U

Cor G

CorT/U

GorT/U
AorCorG;not T/U
Aor Cor T/U;not G
AorGorT/U;not C
CorGorT/U; not A
(AorCorGorT/U)or
(unknown or other)

2w0:<w<mgxzcaoo>§

(2) Amino acid three -letter abbreviations:

Abbreviati \mino acid

Ala Alanine

Arg Arginine

Asn Asparagine
Asp Aspartic Acid
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Asx Aspartic Acid or Aspara-
gine :

Cys Cysteine .

Glu Glutamic Acid

Gln Glutamine

Gkx Glutamine or Glutamic
Acid

Gly Glycine

His Histidine

Ile Isoleucine

Leu Leucine

Lys Lysine

Met Methionine

Phe Phenylalanine

Pro Proline

Ser Serine

Thr Threonine

Trp Tryptophan

Tyr Tyrosine

Val Valine

Xaa Unknown or other

(c¢) A nucleotide sequence shall be listed using the
one-letter code for the nucleotide bases, as in para-
graph (b)(1) of this section.

(d) The amino acids corresponding to the codons in
the coding parts of a nucleotide sequence shall be typed
immediately below the corresponding codons. Where a
codon spans an intron, the amino acid symbol shall be
typed below the portion of the codon containing two
nucleotides.

(e) The amino acids in a protein or peptide
sequence shall be listed using the three~letter abbrevi-
ation with the first letter as an upber case character, as in
paragraph (b)(2) of this section.

(f) The bases in a nucleotide sequence (including
introns) shall be listed in groups of 10 bases except in the
coding parts of a sequence. Leftover bases, fewer than 10
in number, at the end of non~-coding parts of a sequence
shall be grouped together and separated from adjacent
groups of 10 or 3 bases by a space.

(g) The bases in the coding parts of a nucleotide se-
quence shall be listed as triplets (codons).

(k) A protein or peptide sequence shall be listed
with a maximum of 16 amino acids per line, with a space
provided between each amino acid.

(i) A nucleotide sequence shall be listed with a
maximum of 16 codons or 60 bases per line, with a space
provided between each codon or group of 10 bases.
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(1) A nucleotide sej:quencevs‘hall be"pr‘csented,‘ dnly o :

by a single strand, in the $’ to 3’ direction, from left to
ight.
(k) An amino acid ‘sequence shall ‘be presented in
the amino to carboxy direction, from left to right, and the

amino and carboxy groups shall not be presentedin the

sequence. S

(1) The enumeration of nucleotide bases shall start
at the first base of the sequence with number 1. The
enumeration shall be continuous through. the whole
sequence in the direction 5’ to 3’. The enumeration shall
be marked in the right margin, next to the line containing
the one-letter codes for the bases, and giving the
number of the last base of that line.

(m) The enumeration of amino acids may start at the
first amino acid of the first mature protein, with number 1,
The amino acids preceding the mature protein, e.g,
pre—sequences, pro—sequences, pre—pro—sequences
and signal sequences, when presented, shall have negative
numbers, counting backwards starting with the amino acid
next to number 1. Otherwise, the enumeration of amino
acids shall start at the first amino acid at the amino
terminal as number 1. It shall be marked below the
sequence every 5 amino acids.

(n) For those nucleotide sequences that are circular in
configuration, the enumeration method set forth in para-
graph (1) of this section remains applicable with the exception
that the designation of the first base of the nucleotide
sequence may be made at the option of the applicant. The
enumeration method for amino acid sequences that is set
forth in paragraph (m) of this section remains applicable for
amino acid sequences that are circular in configuration.

(o) A sequence with a gap or gaps shall be presented as
a plurality of separate sequences, with separate sequence
identifiers, with the number of separate sequences
being equal in number to the number of continuous strings
of sequence data. A sequence that is made up of one or
more non-contiguous segments of a larger sequence or
segments from different sequences shall be presented as a
separate sequernce.

(p) The code for representing modified nucleotide
bases and modified and unusual amino acids shall
conform to the code set forth in the tables in paragraphs
(p)(1) and (p)(2) of this section. The modified base
controlled vocabulary in paragraph (p)(1) of this section
and the modified and unusual amino acids in paragraph
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(p)(2) of this section shall not be used in the nucleotide
and/or amino acid sequences; but may be used in the =~
description and/or the “Sequence Listing” correspond-
ing to, but.not including, the nucleotxde and/or ammo :

acid sequence

(1) Modxﬁed base controlied vocabulaxy‘ |

acdc : 4—acetqutldmc

chmSu - 5- (wboxyhydroxyhnemyl)un-
dine

cm 2’—O—methylcytidine

cmmmSs2u 5—carboxymet hylaminome
thyl —~2—thiouridine

cmnmSu 5 carboxymethylaminomethyluri-
dine

d dihydrouridine

fm 2'=-0O~-methylpseudouridine

gal q beta, D~ galactosylqueocsine

gm 2 =0O-methylguanosine

i inosine

i6a N6—isopentenyladenosine

mia 1—methyladenosine

mif 1 ~methylpseudouridine

mig 1 -methylguanosine

mil 1-—-methylinosine

m22g 2,2—dimethylguanosine

m2a 2--methyladenosine

mlg 2~methylguanosine

mic 3—-methylcytidine

mSc 5—methylcytidine

mba N6—methyladencosine

m7g 7-methylguanosine

mamSu 5-methylaminomethyluridine

mam5s2u 5-methoxyaminomethyl—2—
thiouridine

mang beta,D-mannosylqueosine

memS5sZu 5-methoxycarbonylmethyluri-

dine

micmSu 5-methoxycarbonylmethyluri-
dine

moSu 5-methoxyuridine

ms2i6a 2-methylthio— N6~
isopentenyladencsine

ms2t6a N=((9-beta=D-ribofuranc-
syl —2-methyithiopurine —6-yl)
carbamoyl)threonine
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omiba ,'N—((9—be:a—1)-nbomrano.

§ 1 822= :

pune—o-N-neti-

i uhdme-—S—-oxyaceucaqd

2 2-thiooyidine |

skt ' —methyl ~2- tluoundme
s2u e 2 t}uoundme .
sdu , 4—th1_oundme .
t 5—methyluridine
t6a N-((9~beta—D~ribofurano-
' sylpunne—6-yl)ca.rbam0yl)
threonine
tm - O-methyl 5-methylun-
dine
um 2'~O~methyluridine
yw wybutosine
X 3~(3~amino—3~carboxypro-
pyluridine, (acp3)u

(2) Modified and unusual amino acids:

Aad 2-Aminoadipic acid

bAad 3—aminoadipic acid

bAla beta~ Alanine,beta—
Aminopropionic acid

Abu 2--Aminobutyric acid

4Abu 4~ Aminobutyric acid, piperi-
dinic—acid

Acp 6—Aminocaproic acid

Ahe 2-Aminoheptanoic acid

Aib 2—Aminoisobutyric acid

bAib 3—Aminoisobutyric acid

Apm 2~Aminopimelic acid

Dbu 2,4=Diaminobutyric acid

Des Desmosine

Dpm 2,2’ =Diaminopimelic acid

Dpr 2,3—Diaminopropionic acid

EtGly N-Ethylglycine

EtAsn N-Ethylasparagine

Hyl Hydronylysine

aHyl allo—-Hydroxylysine

3Hyp 3~ Hydroxyproline
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4Hyp . 4—Hydroxyproline
Ide Isodesmosine
alle allo—Isoleucine
MeGly N-—Methylglycine, sarcosine
Melle N-—Methylisoleucine
MeLys N—Methylvaline
Nva * Notvaline
Nle Norleucine
Om Omithine

[Added S5 FR 18230, May 1, 1990, effective Oct. 1, 1990]

§ 1.823 Requirements for nucleotide and/or amino
acid sequences as part of the application
papers.

(a) The “Sequence Listing,” required by § 1.821(c),
setting forth the nucleotide and/or amino acid se-
quences, and associated information in accordance with
paragraph (b) of this section, must begin on a new page
and be titled “Sequence Listing” and appear immediate-
ly prior to the claims. Each page of the “Sequence
Listing” shall contain no more than 66 lines and each line
shall contain no more than 72 characters. A fixed —width
font shall be used exclusively throughout the “Sequence
Listing.”

(b) The “Sequence Listing” shall, except as other-
wise indicated, include, in addition to and immediately
preceding the actual nucleotide and/or amino acid sequence,
the following items of information. The order and
presentation of the items of information in the “Se-
quence Listing” shall conform to the arrangement given
below, except that parenthetical explanatory informa-
tion following the headings (identifiers) is to be omitted.
Each item of information shall begin on a new line,
enumerated with the number/numeral/letter in paren-
theses as shown below, with the heading (identifier) in
upper case characters, followed by a colon, and then
followed by the information provided. Except as allowed
below, no item of information shall occupy more than
one line. Those items of information that are applicable
for all sequences shall only be set forth once in the
“Sequence Listing.” The submission of those items of
information designated with an “M” is mandatory. The
submission of those items of information designated
with an “R” is recommended, but not required. The
submission of those items of information designated
with an “O” is optional. Those items designated with
“rep” may have multiple responses and, as such, the
item may be repeated in the “Sequence Listing.”
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(1) GENERAL INFORMATION (Apphcatnon,'”k
dlskette/tape and pubhcatlon mformatlon) o

(i) APPLICANT (mammum of ﬁrst ten named appll- -

cants specify one name perlme SURNAME comma -
OTHER NAMES and/or INITIALS - M/rep)

- (ii) TITLE OF. INVENTION (tntle of the’ inven-
tion, as elsewhere in apphcanon four lmes maxnmum -
M)

sequences in the “Sequence Listing” — M):

(ivyCORRESPONDENCE ADDRESS (M):

(A) ADDRESSEE (name of applicant, firm, com-
pany or institution, as may be appropriate):

(B) STREET (correspondence street address, as
elsewhere in application, four lines maximum):

(C) CITY (correspondence city address, as else-
where in application):

(D) STATE (correspondence state, as elsewhere
in application):

(E) COUNTRY (correspondence country, as else-
where in application):

(F) ZIP (correspondence zip or postal code, as
elsewhere in application): '

(v) COMPUTER READABLE FORM (M):

(A) MEDIUM TYPE (type of diskette/tape sub-
mitted):

(B) COMPUTER (type of computer used with
diskette/tape submitted):

(C) OPERATING SYSTEM (type of operating
system used):

(D) SOFTWARE (type of software used to create
computer readable form):

(vi) CURRENT APPLICATION DATA (M if avail-
able):

(A) APPLICATION NUMBER (US application
number, including a series code, a slash and a serial
number, or U.S. PCT application number, including
the letters PCT, a slash, a two letter code indicating the
U.S. as the Receiving Office, a two digit indication of the year,
a slash and a five digit number, if available);

(B) FILING DATE (US. or PCT application
filing date, if available; specify as dd~ MMM ~yyyy):

(C) CLASSIFICATION (IPC/US classification or
F~term designation, where F—terms have been developed,
if assigned, specify each designation, left justified, within an
eighteen position alpha numeric field - rep, to a
maximum of ten classification designations):

R~ 154
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(vu) PRIORAPPLICATION DATA(pnordomes-‘j"',, |
tic, foreign priority or- mternatlonal apphcauon L

data, if apphcable - M/rep)

(A) APPLICATION NUMBER (apphcatlon number,ﬂ S
specify as two letter country code and an eight d1g|t apphca- .
tion number; orif a PCT apphcauon, specxfy as the letters
PCT, a slash, a two letter code mdlcatmg the Recewmg T
Office, a two digit mdlcauon of the ‘year, a slash and afive . i

digit number):

(B) FILING DATE (document flhng date, specxfy B

as dd—-MMM -yyyy):

(viii) ATTORNEY/AGENT INFORMATION
(O):

(A) NAME (attorney/agent name;
.NAME comma OTHER NAMES and/or INITIALS):

(B) REGISTRATION NUMBER (attorney/
agent registration number):

(C) REFERENCE/DOCKET NUMBER (at-
torney/agent reference or docket number):
(ix) TELECOMMUNICATION

TION (O):

(A) TELEPHONE (telephone number of appli-
cant or attorney/agent):

(B) TELEFAX (telefax number of applicant or
attorney/agent):

(C) TELEX (telex number of applicant or attor-
ney/ agent):

(2) INFORMATION FOR SEQ ID NO: X (rep):

(i) SEQUENCE CHARACTERISTICS (M):

(A) LENGTH (sequence length, expressed as
number of base pairs or amino acid residues):

(B) TYPE (sequence type, i.e., whether nucleic acid or
amino acid):

(C) STRANDEDNESS (if nucleic acid, number of
strands of source organism molecule, ie., whether single
stranded, double stranded, both or unknown to applicant):

(D) TOPOLOGY (whether source organism
molecule is circular, inear, both or unknown to applicant):

(i) MOLECULE TYPE (type of molecule se-
quenced in SEQ ID NO:X (at least one of the
following should be included with subheadings, if any, in
Sequence Listing — R)):

-~ Genomic RNA;
- Genomic DNA;
- mRNA

- tRNA;

-~ rRNA;

~ snRNA;

INFORMA-
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SUR-

. .},—J-cDNA © seRN_
= 'Other nuclelc acxd

(@A) DESCRIPTION (four llnes maxxmum) 9 (s

~ protein and

- peptide.

(i) HYPOTI{ETICAL (yes/no - R)

(iv) ANTI~- SENSE (ves/no ~ R):

(v) FRAGMENT TYPE (for proteins and’
peptides only, at least one of ‘the following should -
be included in the Sequence hstmg - R):

~ N-terminal fragment; ,

— C-terminal fragment and

- internal fragment.

(vi)ORIGINAL SOURCE (original source of mol-
ecule sequenced in SEQ ID NO:X - R):

(A) ORGANISM (scientific name of source or-
ganism):

(B) STRAIN:

(C) INDIVIDUAL ISOLATE (name/number of
individual/isolate):

(D) DEVELOPMENTAL STAGE (give develop-
mental stage of source organism and indicate whether -
derived from germ—line or rearranged developmental
pattern):

(E) HAPLOTYPE:

(F) TISSUE TYPE:

(G) CELLTYPE:

(H) CELL LINE:

(I) ORGANELLE:

{vii) IMMEDIATE SOURCE (immediate experi-
mental source of the sequence in SEQ ID NO:X - R):

(A) LIBRARY (library —type,name):

(B) CLONE (clone(s)):

(viii) POSITION IN GENOME (position of se-
quence in SEQ ID NO:X in genome ~ R): |

(A) CHRUMOSOME/SEGMENT (chromosome/
segment—name/number):

(B) MAP POSITION:
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§1.824 ,
(©) UNITS (units for map posrtton ie., whether

units are genome percent, nucleotrde number or other/

 specify):

(ix) FEATURE (description of pomts of blologlcal -

significancc in the sequence in SEQ ID NO:X ~ R/rep)

(A) NAME/KEY (provide appropriate-identifier -

for feature ~ four lines maximum):

~ (B) LOCATION (specify location according to
syntax of DDBJ/EMBL/GenBank Feature Tables Defi-
nition, including whether feature is on complement
of presented sequence; where appropriate state
number of first and last bases/amino acids in feature —
four lines maximum):

(C) IDENTIFICATION METHOD (method by
which the feature was identified, i.c., by experiment, by
similarity with known sequence or to an established
consensus sequence, or by similarity to some other
pattern — four lines maximum):

(D) OTHER INFORMATION (include informa-
tion on phenotype conferred, biclogical activity of
sequence or its product, macromolecules which bind to
sequence or its product, or other relevant information ~
four lines maximum):

(x) PUBLICATION INFORMATION (Repeat
section for each relevant publication -~ O/rep):

(A) AUTHORS (maximum of first ten named
authors of publication; specify one name per line:
SURNAME comma OTHER NAMES and/or INI-
TIALS - rep):

(B) TITLE (title of publication):

(C) JOURNAL (journal name in which data
published):

(D) VOLUME (journal volume in which data
published):

(E) ISSUE (journal issue number in which data
published):

(F) PAGES (journal page numbers in which data
published):

(G) DATE (journal date in which data published;
specify as dd—=MMM~-yyyy, MMM -yyyy or Season-
yyyy):

(H) DOCUMENT NUMBER (document num-
ber, for patent type citations only; specify as two letter
country code, eight digit document number (right
justified), one letter and, as appropriate, one number or
a space as a document type code; or if a PCT application,
specify as the letters PCT, a slash, a two letter code
indicating the Receiving Office, a two digit indication of
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: the year, a slash and a ﬁve dlglt number or 1f a PCT”"“_ f
‘publication, spec1fy as. the two letters WO a two digit

indication of the year, a slash anda flve dlglt pubhcatlon
number) :

Wy
“(5) PUBLICATION DATE (document pubhca—~

tion date; for patent type c1tattons only, specnfy as

dd-MMM-yyyy): . :
(K) RELEVANT RESIDUES IN SEQ ID NO X

(rep): FROM (position) TO (position)
(xi)SEQUENCE DESCRIPTION SEQIDNO: X
[Added 55 FR 18230, May 1, 1_990 effective Oct. 1, 1990)

§ 1.824 Form and format for nucleotide and/or amino
acid sequence submissions in computer
readable form.

(a) The computer readable form required by
§1.821(e) shall contain a printable copy of the “Se-
quence Listing,” as defined in §§ 1.821(c), 1.822 and
1.823, recorded as a single file on either a diskette or a
magnetic tape. The computer readable form shall be
encoded and formatted such that a printed copy of the
“Sequence Listing” may be recreated using the print
commands of the computer/operating~system configu-
rations specified in paragraph (f) of this section.

(b) The file in paragraph (a) of this section shall
be encoded in a subset of the American Standard
Code for Information Interchange (ASCII). This
subset shall consist of all the printable ASCII
characters including the ASCII space character plus
line~termination, pagination and end-—of-file charac-
ters associated with the computer/operating—system con-
figurations specified in paragraph (f) of this sec-
tion. No other characters shall be allowed.

(¢) The computer readable form may be created by
any means, such as word processors, nucleotide/amino
acid sequence editors or other custom computer pro-
grams; however, it shall be readable by one of the
computer/operating—system configurations specified in
paragraph (f) of this section, and shall conform to the
specifications in paragraphs (a) and (b) of this section.

(d) The entire printable copy of the “Sequence
Listing” shall be contained within one file on a single
diskette or magnetic tape unless it is shown to the
satisfaction of the Commissioner that it is not practical
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or possible to submit the entire printable copy of the
“Sequence Listing” within one file on a single diskette or
magnetic tape.

(e) The submitted diskette or tape shall be write—

protected such as by covering or uncovering diskette

holes, removing diskette write tabs or removing tape
write rings.

(f) As set forth in paragraph (), above, any means
may be used to create the computer readable form, as
long as the following conditions are satisfied. A sub-
mitted diskette shall be readable on one of the computer/
operating—system configurations described in para-
graphs (1) through (3), below. A submitted tape shall
satisfy the format specifications described in paragraph
(4), below.

(1) Computer: IBM PC/XT/AT, IBM PS/2 or compa-
tibles;

(i) Operating system: PC—DOS or MS~DOS (Ver-
sions 2.1 or above);

(ii) Line Terminator: ASCII Carriage Return plus
ASCII Line Feed;

(iiif) Pagination: ASCII Form Feed or Series of Line
Terminators;

(ivy End—of-File: ASCII SUB (Cul-Z);

(v) Media:

(A) Diskette — 5.25 inch, 360 Kb storage;

(B) Diskette — 5.25 inch, 1.2 Mb storage;

(C) Diskette — 3.50 inch, 720 Kb storage;

(D) Diskette — 3.50 inch, 1.44 Mb storage;

(vi) Print Command: PRINT filename.extension;

(2) Computer: IBM PC/XT/AT, IBM PS/2 or compa-
tibles;

(i) Operating system: Xenix;

(i) Line Terminator: ASCII Carriage Return;

(i) Pagination: ASCIHl Form Feed or Series of Line
Terminators;

(iv) End—of—-File: None;

(v) Media:

(A) Diskette - 5.25 inch, 360 Kb storage;

(B) Diskette — 5.25 inch, 1.2 Mb storage;

(C) Diskette — 3.50 inch, 720 Kb storage;

(D) Diskette — 3.50 inch, 1.44 Mb storage;

(vi) Print Command: Ipr filename;

(3) Computer: Apple Macintosh;

(i) Operating System: Macintosh;

(if) Macintosh File Type: text with line termination

(iii) Line Terminator: Pre~defined by text type file;
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(iv) Pagmatlon Pre deﬁned by text type file;

. (v) End—of—file: Pre~ deﬁned by text type file;

(vi) Media: :

.(A) Diskette ~ 3.50 mch 400 Kb storage

(B) Diskette ~ 350 mch 800 Kb storage o

(C) Diskette — 3. 50 inch, 1 4Mb storage; ,

- (vii).Print Command: Use PRINT command from "
any Macintosh Application that processes text files, such -
as MacWrite or TeachText; ' '

(4) Magnetic tape: 0.5 inch, up to 2400 feet;

(i) Density: 1600 or 6250 bits per inch, 9 track; -

(if) Format: raw, unblocked;

(iii) Line Terminator: ASCIHl Carriage Retumn plus
optional ASCII Line Feed; '

(iv) Pagination: ASCII Form Feed or Series of Line
Terminators;

(v) Print Command (Unix shell version given here as
sample response —mt/dev/rmt0; Ipr/dev/rmt0):

(g) Computer readable forms that are submitted to
the Office will not be returned to the applicant.

(h) Allcomputer readable forms shall have alabel
permanently affixed thereto on which has been hand
printed or typed, a description of the format of the
computer readable form as well as the name of the
applicant, the title of the invention, the date on which
the data were recorded on the computer readable form
and the name and type of computer and operating
system which generated the files on the computer
readable form. If all of this information can not be
printed on a label affixed to the computer readable
form, by reason of size or otherwise, the label shall
include the name of the applicant and the title of the
invention and a reference number, and the additional
information may be provided on a container for the
computer readable form with the name of the appli-
cant, the title of the invention, the reference number
and the additional information affixed to the contain-
er. If the computer readable form is submitted after
the date of filing under 35 U.S.C. 111, after the date of
entry in the national stage under 35 U.S.C. 371 or after
the time of filing, in the United States Receiving
Office, an international application under the PCT,
the labels mentioned herein must also include the date
of the application and the application number, includ-
ing series code and serial number.

[Added 55 FR 18230, May 1, 1990, effective Oct. 1, 1990]
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made by a person not regrstered to‘ praétrce bef  the
Office. i

(b) Any amendment to the paper copy of the

“Sequencc Listinig,” in accordance with paragraph (a)of
this section must be accompanied by a substitute copy of
the computer readable form (§ 1.821(e)) including all
‘previously submitted data with the amendment incorpo-
rated therein, accompanied by a statement that the copy -
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| Appendlx A = SAMPLE SEQUENCE LISTING -

(1) GE\IERAL INFORMATION
(1) APPLICANT Doe, Joan X ,
: “Doe, John Q

(u)TITLE OF INVENTION Isolauon and. Char

»actenzatxon of a Gene Encodmg a. Protease fro
Paramecmm sp. ‘ S
- (iif) NUMBER OF SEQUENCES 2
(iv) CORRESPONDENCE ADDRESS e
(A) ADDRESSEE: Smith and Jones
(8) STREET: 123 Main Street '
(C) CITY: Smalltown
(D) STATE: Any state
(E) COUNTRY: USA
(F) ZIP: 12345
(v) COMPUTER READABLE FORM:
(A) MEDIUM TYPE: Diskette, 3.50 inch, 800 Kb
storage
(B) COMPUTER Apple Macintosh
(C) OPERATING SYSTEM: Macintosh 5.0
(D) SOFTWARE: MacWrite
(vi) CURRENT APPLICATION DATA:
(A) APPLICATION NUMBER: 09/999,999
(B) FILING DATE: 28—-FEB~-1989
(C) CLASSIFICATION: 999/99
(vii) PRIOR APPLICATION DATA:
(A) APPLICATION NUMBER:
US88/99999
(B) FILING DATE: 01 -MAR ~1988 '
(viii) ATTORNEY/AGENT INFORMATION:
(A) NAME: Smith, John A
(B) REGISTRATION NUMBER: 00001

PCT/

: "_'D(D)TOPOLOGY"_ inear

© STRANDEDNESS smgl

S :(u) MOLECULE TYPE genomxc DNA
- (ux)I—IYPOTHETICAL yes |
(iv)ANTI-SENSE:no. ~
(vi) ORIGINAL SOURCE
(A) ORGANISM Paramecmm sp
{C) INDIVIDUAUISOLATE XYZZ
(G) CELL TYPE: unicellular organism
(vii) IMMEDIA’I‘E SOURCE
(A) LIBRARY: genomlc
(B) CLONE: Para-XYZZ/36 ,
(x) PUBLICATION INFORMATION:
(A) AUTHORS: Doe, Joan X
Doe,John Q :
(B) TITLE: Isolation and Characternzauon of a
Gene Encoding a Protease from Paramecium sp. - -
(C) JOURNAL. Fictional Genes |
(D) VOLUME: 1
(E) ISSUE: 1
(F) PAGES: 1-20
(G) DATE: 02~ MAR-1988

(C) REFERENCE/DOCKET NUMBER: (K) RELEVANT RESIDUES IN SEQ ID NO:1:

01-0001 FROM 1 TO 954 :
(ix) TELECOMMUNICATION INFORMA- (xi) SEQUENCE DESCRIPTION:SEQ ID NO: 1
TION: (Xi)SEQUENCE DESCRIPTION: SEQ ID NO:1:
R - 159 Rev. 1, Sept. 1995
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" 'ATCGGGATAG TACTGGTCAA

 ACGTTCGTAC GCACGT:

| GTACGTACGT TTACGTACCC ATCCCA

" ACACAGACTG ' CCAGACATTC ~ TTCACA(

343
Thr Leu His Leu Leu Leu Leu Gly

TTC CTC CCA AGG GIG TGT GGC ACC ACC CTA CAC CIC ~CIC CIT. CIG GGG -

Phe Leu Pro Arg Val Cys Gly Thr
-25 ' -20
CIGCTG CTG GTT CTG CTG CCT GGG GCC CAT GTGAGGCAGC. AGGAGAATGG -~ 393
Leu Leu Leu Val Leu Leu Pro Gly Ala His =~ = =..° LR '
~10 =5 L e
GGTGGCTCAG CCARACCTTG AGCCCTAGAG CCCCCCTCAA CTCTGTTCTC CTAG GGG 450 -
| . Gly |
CTC ATG CAT CTT GCC CAC AGC AAC CTC AAA CCT GCT GCT CAC CTC ‘ATT 498
Leu Met His Leu Ala His Ser Asn Leu Lys Pro Ala Ala His Leu Ile
1 5 10 : 15

GTAAACATCC ACCTGACCTC CCAGACATGT CCCCACCAGC TCTCCTCCTA CCCCTGCCIC

AGGAACCCAA GCATCCACCC CTCTCCCCCA ACTTCCCCCA
GCCCACTCCT ATGCCTCCCC CTGCCATCCC CCAGGAACTC

TAC CCC AGC AAG CAG AAC TCA CTG CTC TGG AGA
Tyr Pro Ser Lys Gln Asn Ser Leu Leu Trp Arg
20 25

TTG AGC AAC
Leu Ser Asn

GCC TTC CTC CAG GAT GGT TTC TCC
Ala Phe Leu Gln Asp Gly Phe Ser
35 40

TAGAAAAAAT BAATTGATTITC AAGACCTTCT CCCCATTCTG
GGGGTCGTCA CCACCTCTCC TTTIGGCCATT CCAACAGCTC

ACCGGAGCTT TCARAAGAAGG AATTCTAGGC ATCCCAGGGG

Rev. 1, Sept. 1995

CGCTAAAAAA AACAGAGGGA
AGTTGTTCAG TGCCCACTTC

GAC CGT
Asp Arg

GCA AAC ACG
Ala Asn Thr
30

AAT TCT CTC CTG GTC
Leu val

Asn Ser Leu
45

CCTCCATTCT GACCATTTCA

AAGTCTTCCC TGATCAAGTC

ACCCACACCT CCCTGAACCA

774

834

894

954
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s (2) INFORMATION FOR SEQID N02 ‘ (x) PUBLICATION INFORMATION
Ll - (A) AUTHORS Doe;JoanX

.~ . (i) SEQUENCE CHARACT ERISTICS SR
S (A) LENGTH 82 ammo acnds T
~ (B) TYPE: amino acid - R
(D) TOPOLOGY: lmear _
SR (u)MOLECULE TYPE protem
- (ix) FEATURE: RIS
- (A)NAME/KEY: sngnal sequence
(B) LOCATION: =34to =1 =~ ’ e R
(C) IDENTIFICATION ‘METHOD: sumlanty to

other signal sequences, hydrophobic . - AR ";(K) RELEVANT RE,SXDUES IN SEQ D NO: 2

(D)OTHER INFORMATION: expresses pro- FROM —-34 TO 48
tease ' T

(xi) SEQUENCE DESCRIPTION: SEQ ID NO:2:

Met Thr Pro Pro Glu Arg Leu Phe Leu Pro Arg Val Cys Gly Thr Thr.j‘ '.

=30 -25 -20

Leu His LeuLeuLeuLeuGly Leu Leu Leu Val Leu Leu Pro Gly Ala

-15 ~10 -5

His Gly Leu MetHis Leu Ala His Ser Asn Leu Lys Pro Ala Ala His
1 5 10 '

Leu Ile Tyr Pro Ser Lys Gln Asn Ser Leu Leu Trp Arg Ala Asn Thr
15 20 25 30

Asp Arg Ala Phe Leu Gln Asp Gly Phe Ser Leu Ser Asn Asn Ser Leu

35 40 45

Leu Val
[Added 55 FR 18230, May 1, 1990, effective Oct. 1, 1990]
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Appendle ; e e T e
AppendlxB—HEADINGSFORINFORMATION §I8 _",'--rRNA,
| ~ IEMSIN§1823 T _f f-‘—snRNA,

) GE\IERAL INFORMATION e e -e-prgRNA,_g

@ APPLICANT: .~ LDNAt

(i) TITLE OF INVENTION: S T L cDNA to mRN,

(i) NUMBER OF SEQUENCES: L - —cDNAtotRNA,, o
(iv) CORRESPONDENCE ADDRESS e o - cDNA to rRNA,

(A) ADDRESSEE: ) - cDNA to snRNA,

(B) STREET: © ' —cDNA'toxRNA; -

(© CITY: ‘ R Other nucleic acxd

(D) STATE: (A) DESCRIPTION: |

(E) COUNTRY: = protein and

(F) ZIP: — peptide,

(v) COMPUTER READABLE FORM: (i) HYPOTHETICAL:

(A) MEDIUM TYPE: (iv) ANTI-SENSE:

(B) COMPUTER: _ (v) FRAGMENT TYPE: ‘
(C) OPERATING SYSTEM: (vi) ORIGINAL SOURCE:
(D) SOFTWARE: (A) ORGANISM:

(vi) CURRENT APPLICATION DATA : (B) STRAIN: ‘

(A) APPLICATION NUMBER: (C) INDIVIDUAL ISOLATE
(B) FILING DATE: (D) DEVELOPMENTAL STAGE:
(©) CLASSIFICATION: ’ (E) HAPLOTYPE: ,
(vii) PRIOR APPLICATION DATA: (F) TISSUE TYPE:

(A) APPLICATION NUMBER: (G) CELL TYPE:

(B) FILING DATE: (H) CELL LINE:

(vili) ATTORNEY/AGENT INFORMATION : (1) ORGANELLE:

(A) NAME: (vii)) IMMEDIATE SOURCE:
(B) REGISTRATION NUMBER: (A) LIBRARY:

(C) REFERENCE/DOCKET NUMBER: (B) CLONE:

(ix} TELECOMMUNICATION INFORMATION: (vil) POSITION IN GENOME:

(A) TELEPHONE: (A) CHROMOSOME/SEGMENT:

(B) TELEFAX: (B) MAP POSITION:
(C) TELEX: . (C) UNITS:
(X) FEATURE:
(2) INFORMATION FOR SEQ ID NO: X: (A) NAME/KEY:
(i) SEQUENCE CHARACTERISTICS; (B) LOCATION:
(A) LENGTH: (C) IDENTIFICATION METHOD:
(B) TYPE: (D) OTHER INFORMATION:
(C) STRANDEDNE