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SUBCHAPTER A - GENERAL

PART 1 - RULES OF PRACTICE IN
PATENT CASES

Subpart A - General Provisions
I

GENERAL INFORMATION AND CORRESPONDENCE

See

1.1 All communications 1o be addressed to the Commissioncr of
Patents and Trademarks,

1.2 Rusiness to be transacted in writing,

1.3 Business 10 be conducted with decorum nnd courlesy.

1.4 Nature of correspondence,

1.5 Identification of application, patent or registration.

1.6 Receipt of lenters and papers.

1.7 Times for taking action; expirationon Saturday, Sunday, or Federal
holiday.

1.8 Certificate of mailing.

1.9 Definitions,

1.10 Filing of papers and fees by “Express Mail” with certificate,
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RECORDS AND FILES OF THE PATENT AND TRADEMARK
OFFICE
1.11 Files open to the public.
2 Assignment records open to public inspection.
1.13 Copies and certified copices.
.14 Patent applications preserved in secrecy.
15 Requests for identifiable records.

FEES AND PAYMENT OF MONEY
1.16 National application filing fees,
1.17 Patent application processing fees.
1.18 Patent issue fees.
1.19 Document supply fees.
1.20 Post-issuance fees.
1.21 Misceilancous fees and charges,
1.22 Fees payable in advance.
1.23 Method of payment,
1.24 Coupons,
1.25 Deposit accounts.
1.26 Relunds.
1.27 Statement of status as small entity.
1.28 Bifecton fees of fuilure to establish status, or change stats, as a
small entity.

Subpart B - National Processing
Provisions

PROSECUTION OF APPLICATION AND APPOINTMENT OF
ATTORNEY OR AGENT

1.31 Applicants may be represented by s registered atlomey or agent,

1.32 Prosccution by assignee.

1.33 Correspondence respecting patent upplications, reexamination
proceedings, and other proceedings.

1.34 Recognition for representation,

1.36 Revocation of power of atlomey or authorization; withdrawal of
attorney or agent,

WHO MAY APPLY FOR A PATENT
1.41 Applicant for patent.
1.42 When the inventor is dead,
1.43 When the inventor is insane or legally incapacitated,
1.44 Proof of authority,
1.45 Joint inventors,
1.46 Assigned inventions and patents,
1.47 Filing when an inventor refuses to sign or cannot be reached.
1.48 Correction of inventorship.

THE APPLICATION
1.51 Ceneral requisites of an application,
1.52 Language, paper, writing, margins.
1.53 Serinl number, filing date, and completion of application.
1.54 Parts of application to be filed together; filing receipt,
1.55 Cluim for foreign priority.
1.56 Duty of disclosure; frand; striking or rejection of applications.
1.57 {Reserved)
1.58 Chemical and niathenatical formulas and tables.
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1.59 Papers of application with filing date not 1o be retimed,

1,60 Continuation or divistonal application for invention disclosed in
& prior application,

1.61 |Reserved]

1.62 File wrapper continuing procedures,

OATH OR DECLARATION
1.63 Outh or declaration,
1.64 Person making oath or declaration.
1.66 Olficers authorized 1o administor omths,
1.67 Supplemental oath or declaration,
1.68 Declaration in lieu of oath,
1.69 Foreign language oaths and declaration,
1.70 [Reserved]

SPECIFICATION
1.71 Detailed description and specification of the invention,
1.72 Title end abstract,
1,73 Summary of the invention.
1.74 Reference to drawings.
1.75 Claim{s).
1.77 Arrangemeni of application elements,
178 Claiming bonefit of earlier filing dute and crons.references o
other applications,
1.79 Reservation clauses not permitted.

THE DRAWINGS
1.81 Drawings roquired in patent application.
1.83 Content of drawing.
1.84 Standards for drawing.
1.85 Corrections o drawings.
1.88 Use of old drawings.

MODELS, EXHIBITS, SPECIMENS
1.91 Mxlels not generally required as part of application or paient,
1.92 Madel or exhibit may be required.
1.93 Specimens,
1.94 Return of models, exhibits or specimens,
1.95 Copics of exhibits,
1.96 Submission of computer program listings.

INFORMATION DISCLOSURE STATEMENT
1.97 Filing of information disclosure statement.
1.98 Content of information disclosure statement,
1.99 Updating of information disclosure statement,

EXAMINATION OF APPLICATIONS
1101 Order of examination,
1.102 Advancement of examiration.
1,103 Suspension of action.
1.104 Nature of examination; examiner's action,
1.105 Completeness of examiner's action,
1.106 Rejection of claims,
1.107 Cition of references.
1,108 Abandoned applications not cited.
1.109 Reasons for allowance.
1.110 Inventorship and date of invention of the subject matter of
individual ¢loims,

ACTION BY APPLICANT AND FURTHER CONSIDERATION
1111 Reply by applicant or pulent owner,
1112 Reconsideration.
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LR Fiond rejection or action,

AMENDMENTS
LIS Amendment,
LITO Amendments after final action,
L7 Amendment and revision required,
LIS Amendment of disclosure.
1119 Amondment of claims,
1121 Manner of making amendments,
1.122 Entry and consideration of amendments,
1123 Amendinents to the drawing,
1.124° Amendment of amendmonts.
1,125 Substitute specification.
1126 Numbering of cloims.
1127 Petition from relusal to admit amendment,

AFFIDAVITS OVERCOMING REJECTIONS
LU Affidavil or declaration of prior invention to overcome cited
putesit or publication,
1132 Affidavits or declarations traversing grounds of rejection,

INTERVIEWS
1133 Interviews,

TIME FOR RESPONSE BY APPLICANT; ABANDONMENT OF
APPLICATION

L34 Tine period for response 1o an Office action.

L3S Abundonment for fuilure to respond within time period,

1,136 Filing of timely responses with petition and {es for extension of
time and extensions of time for ¢ause,

L 13T Revival of abandoned application,

L3R Lxpress abandonment.

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION
L141 Ditlerent inventions in one national application.
L 42 Requirement for restriction,
114Y Reconsiderntion of reguirement,
1144 Petition fromy requirement for restriction.
1145 Subsaqgient presentation of cluims for different invontion,
1146 Election of spocies.

DESIGN PATENTS
Rules applicable,
Drawing,
Title, deseription and ¢lain, oath or declarmion,
Arrangemaent of specilication,
Issue and term of design patents.

I RV RS T Y
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PLANT PATENTS
1161 Rules applicable.
1162 Applicant, oath or decluration,
1.163 Specification,
L164 Claim.
1.165 Drawings.
1166 Specimens.
1167 Examination,

REISSUI'S
1171 Application [or reissue,
1172 Applicants, assignees,
LT3 Specificwtion,
1174 Drawings,
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1.175 Reissue oath or declaration,
1.176 Examination of reissus,
1177 Reissue in divisions.

1178 Original patent,

1,179 Notico of reissuo application,

PETITIONS AND ACTION BY THE COMMISSIONER
1181 Petition to the Comumissioner,
1.182 Questions nat spocifically provided for,
1.183 Suspension of rules,
1.184 Raconsideration of cases decided by former Commissioners,

APPEAL TO THE BOARD OF PATENT APPEALS AND

INTERFERENCES

1.191 Appeal 1o Board of Patent Appeals and Interferences.

1192 Appellant's brief,

1.193 Exwaminer's answor.

1.194 Oral houring,

1,195 Affidavits or declarations alter appoeal,

1.196 Decision by the Board of Patont Appoals and literforences,

1.197 Action following decision,

1.198 Roopening aflor decision.

MISCELLANEQUS PROVISIONS
1.248 Sorvice of papers; manner of service; prool of service in ensos
other than interforoncos.

PROTESTS AND PUBLIC USE PROCEEDINGS

1,291 Protests by the public aguninst pending applications,

1,292 Public uso procosdings.

1.293 Stamtory invention registration,

1.294 Examination of requost for publication of a statutory invention

rogistration and patent application to which the request is directed.

1.295 Roview of decision finally refusing to publish a stattory
invantion rogistration,

1.296 Withdrawnl of request for publication of statitory invention
registration,

1.297 Publication of statulory invention registration,

REVIEW OF PATENT AND TRADEMARK OFFICIEE
DECISIONS BY COURT
1301 Appeal to U.S, Court of Appeals (or the Fodoral Circuit.
1.302 Notice of appeal.
1.303 Civil action under 35 U.S.C. 145, 146, 306.
1.304 Time for appeal or civil action,

ALLOWANCE AND ISSUE OF PATENT
1.311 Notico of Allowance
1312 Amendments after allowanco.
1.313 Withdrawal from issue.
1.314 Issuance of patent.
1.315 Delivery of patent.
1316 Application abundoned for failure to pay issue foe.
1.317 Lapsed patonts; delayed payment of balanco of issuoe foe.
1.318 Notilication of national publication of a patent based on an
international application,

DISCLAIMER
1.321 Sunutory disclaimer.

CORRECTION OF ERRORS IN PATENT
1.322 Certificats of correction of Office mistko.
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1.323 Cerntificate of correction of applicant’s mistake,
1324 Correction of inventorship in patent.
1.325 Other mistekes not corrected.

ASSIGNMENTS AND RECORDING
1331 Recording of assigimments,
1332 Recoipt and recording,
1333 Conditional assignments,
1,334 lIssue of patent (o assignee,
1.335 Filing of notice ol arbitration awards.

AMENDMENT OF RULES
1,351 Amendments to rules will be published.
1.352 Publication of notice of proposed amendments,

MAINTENANCE FEES

1362 Time for payment of maintenunce fees,

1,363 Foo address for maintenancy feo purposoes,

1,366 Submission of maintenunce feos.

1377 Roview of decision refusing (0 aeeept und rocord paymunt of a
wiintenaneo feo filed prior W expiration of patent.

1.378 Acceptance of doliyed paymoent of maintenaneo feo in expired
putent 1o reinstate patent,

Subpart C - International Processing
Provisions

GENERAL INFORMATION
1401 Definitions of terms under the Patent Cooperation Treaty.
£A412 The United States Reeviving Office,
1413 The United States Intornntional Searching Awhority.
1414 "The Unitod Statos Patont and Tradomark Office as o Dosignated
Office or Blected Office.
LALS The international Buraau,
1416 The United States International Proliminary Examining
Authority.

WHO MAY FILE AN INTERNATIONAL APPLICATION
1421 Applicant lor intornational application.
1422 When the inventor is dead,
1423 When the inventor is insane or logally incapacitated.
1.424 Joinl invontors,
1425 Filing by other than inventor.

THE INTERNATIONAL APPLICATION
1431 International application requirements.
1.432 Dosignation of States and payment of designation fees,
1433 Physical roquiremonts of intomational upplication.
1434 The requost,
1435 The description,
1436 The claims,
1437 The drawings,
1438 The abstraet,

FEES
1.445 International application filing, processing and soarch foos.
1446 Refund of international application filing and processing feos,

PRIORITY
1LASE The priority cliim and priority document in an international
application,
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REPRESENTATION
1455 Reprosentation in international applications,

TRANSMITTAL OF RECORD COPY
161 Drocedures for transmittal of tocord copy to the International
Bureau,

TIMING
LA65 Timing ol application procossing based on the priovity dute,
1408 Dolays in meoting timo limits,

AMENDMENTS
14T Corrections and amendments during intornational processing.
1472 Changes inperson, namo, ot addross of applicants and invontors,

UNITY OF INVENTION
LATS Uity of invention befors the lntermational Searching Awthority,
1476 Datonmination of unity of invention before the Intarational
Searching Authority, '
1LATT Protost to tuek of unity of invention betora the International
Searching Auwthority.

INTERNATIONAL PRELIMINARY EXAMINATION

LASO Demand {or international proliminary oxamiantion,

1482 International proliminary examination foos.

1484 Conduet of imtornational prehminary examination,

1ASS Amendments by applicant during intormational proliminary
examination,

1LART Unity of Invention before the International Proliminary

Exumining Anthority,

LARE Determination of unity of invention before the Intormational
Peoliminary Eximining Authority.

LAY Protest to lack of unity of invention beforo the international
Proliminaey Examining Authority,

NATIONAL STAGE

LA9L Buatry into the national stage.

1492 National stuge fues,

1494 Lntering the national stage in the United States of America as a
Designatod Office,

1495 Entering the nutional stage in the United States of America as an
Elected Office.

LA96 Examination of international applications in the national stago,

1497 Omth or dectasation under 38 US.C, 371{0)().

100 Unity of invention during the national stage,

Subpart D - Reexamination of Patents

CITATION OF PRIOR ART
1501 Citation of prior art in patent [ilos,

REQUEST FOR REEXAMINATION
LSO Request for reoxmmination,
L5158 Dotermination of the reguest for reexmmination,
1520 Reexamination at the initiative of the Commissioner,

1.552
1.585
1.560
1.565

1.570

1.601
1.602
1.603

1.604
1.605
1.606

1.607
1,608

1.609
1.610

1611
1.612
1613

1.614
1.615
1.616
1.617
1.61Y
1.621
1.622

1.633
1.624
1.625
1.626
1.627

1.628
1.620
1.630
1.631

1.632

1.633
1.634
1.638
1.636
1.637
1.638

REEXAMINATION 1,639
1525 Order to reexanine. 1.640
1330 Sttement and amendment by patent owner,
1535 Reply by requoster. 1641
1S40 Consideration of rospousos, 1642
1.550 Conduet of reoxamination proceadings. 1.643
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Seope of reexrmination in reexamination proceedings.
Duty of disclosure in reexamination proceadings.
Interviews in reexaminition procecdings,

Coneurrent office proceedings,

CERTIFICATE
Issuance of reexamination cortificato aflor rooxamination
procoedings.

Subpart E - Interferences

Scopa of rules, definitions,
Intorost i applications and putonts involved in an interforance,
Tntorforence boatwoon applications; subject matter of the
intortoronce,
Ruqquast lor intorforonce botwean applications by an applicant.
Suggostion of clainy to applicant by examiner,
Interfovonce botweon anapplication and & patont; subject matter
of the intorforoncoe.
Roquost by applicant for interforenge with patont,
Interferonee batweer an applicstion and & patent; prima facie
showing by applicant,
Proparation of intorforenco papers by examiner.
Assignmont of interforence (o examinor-in-chief, time period
{or comploting interltorence.
Doclaration of interforence,
Access o applications.
1 oad attomiey, sume attormuoy roprosonting dilferent partios in
an interferenco, withdrawal of altornoy or sgenl.
Jurisdiction over intorforence,
Suspansion of ex parte prosecution,
Sungtions for failure to comply with rales or ordor.
Summary judgment against applicant,
Return of unanthorizod papors,
Preliminary statentent, time for filing, notice of filing.
Proliminary stutemont, who madv invention, where invention
made.
Proliminary statomont; invention made in United States,
Preliminary stitement; invontion mado abroad,
Preliminary stateinent; derivation by an opponent,
Preliminary statemont; earlior application.
Proliminary staement; sealing bofore filing, opening of
statament,
Preliminary statement; corroction of arror,
Bifoet of proliminary statomont,
Rolignes on earlior application,
Access Lo proliminary stitomont, service of proliminary
statomont,
Notico of intont to argnoe abandonment, supprossion, or
conceahuent hy opponent,
Proliminary motions,
Motion to corvact invontorship,
Miscollanoous motions,
Motiony, time for filing,
Contont of motions,
Opposition and reply, time for filing opposition and reply.
Bvidonco in support of motion, opposition, or reply,
Motions, hearing and docision, redeclaration of interforence,
ordor to show cause,
Unpatentability discovered by oxaminer-in-chiof,
Addition of application or patont to intorforenwe,
Prosecution of interference by assignos,




PATENT RULES

Lodst Potitions o interferences,

1,645 Extension of time, late papers, stay of proceodings,

1,646 Service of papers, proof of service,

1647 Translation of docuent in foreign language.

1.651 Sotting times for discovery and taking tostimony, partios entitled
to take tostimony,

1.652 Judgment for (ailnre to take testimony or {ite record,

1,653 Roecord and axhibits,

1.654 Final hoaving,

1,635 Matters considered in rondering v final decision,

1,656 Briols for final hearing,

1.657 Burden of proof as o date of wnvention,

1638 Final decision,

1,639 Rovommendation.

1,660 Notice of reexamination, reissue, protest, or litigation,

1661 Termination of interference after judgment,

1,662 Reguest Tor entry of sdverse pudgmont; reissue (ited by patontea,

1.663 Status of claim ol defoated applicant after interforence,

1664 Action after interleroncs,

1665 Second interforence,

1.666 Tiling of interfarence sottfoment agreaians,

1671 Bvidence must comply with rules,

1672 Mauner of taking testimony.

1673 Notice of examination of witness.

1.674 Persons helore whom depositions may be taken,

1675 Examination of witness, roading aud signing transcript of
deposition,

1.676 Certification amd filing by officer, marking oxhibits,

LOTT Form ol a transeript ol deposition,

1.678 ‘Transeript of deposition nist be filed,

1679 luspection of transeript.

1.682 Official records and printed publications,

1683 Tostinony in snother interference, proveading, or action.

1684 Tastitnony in & foreign country,

1685 Lrrors and trregularitios in depositions.

1,687 Additional discovery,

1,688 Use oldiscovery,

1690 Arbitration of interferencoes,

Subnart I - Extension of Patent Term

1.710 Patemts subject to extension of the patent tevim,

1.720 Comditions for extension of patent term,

1730 Applicant for extension ol patent tem,

1740 Application (or extension of puatent term,

L4 Filing date of application,

1750 Dotermination of eligibility for extension of patent werm,

1,760 Intorin extension of patent tot,

17658 Duty of disclosuee in paten tertn oxtension proceadings,

LTT0 Expross withdrawatof application for oxtension of patent term,

1.775 Calentation of patett ternvextension for a humattdeug, antibiotic
deug or human biological produet product,

1776 Calenlation of patent teem e xtension for a food additive or color
acklitive,

1777 Calewlation of patent wrm extension for @ medical doviee,

L7738 Caleulation of patent term extension for an animal doug producet,

1778 Culeulation of patent terny axtension tor o veterinury biological
poduct,

1780 Centificate of extension of patent leru,

1785 Multipte applications for extension of term of the sume patent
or of different patents for the same rogulatory review period Tor
a produet,

.

Subpart G - Biotechnology Invention
Disclosures

DEPOSIT OF BIOLOGICAL MATERIAL
L3801 Biological material,
1.802 Nead or Opportunity o make a deposit,
1.803 Acceptable depository.
1804 Time of making an original deposit,
1.805 Replacement or supplement of depuosit,
1.806 Term of deposit,
1.807 Viability of deposit.
1.808 Furnishing of samples,
1.80% Examination procechures.

Subpart A - General Provisions
GUENERAL INFORMATION AND CORRESPONDENCE

§ L1 Al communications to be addressed to the
Commissioner of Patents and Trademarks.

() Al letters and other commuications intended for the
Patent and Trademark Office must be addressed to “Commis-
stoner of Patents and Trademarks,” Washington, D.C. 20231,
When appropriate, a letter should aiso be marked for the
attention of a particular officer or individual,

(b) Letters and other communications relating o interna-
tional applications during the international stage and priot to the
assighment ol a national serial number should be additionally
marked “Box PCT."

(¢) Requests for reexaminatton should be additionally
marked “Box Reexam,”

() Payments of maintenance fees in patents and other com-
munications relating thereto shoudd be additionally macked
“Box M, Fee,”

(¢) Communications refating o interferences and applica-
tions or patonts involved in an interference should be addition-
ally marked “BOX INTERPERENCE"

(O Al applications for extension of patent tenn ad any
communications telming thereto intended for the Patent and
Trademark Oftice should be additionally marked “Box Patent
Ext.” When appropriate, the commanication should also be
marked to the attention: oF a pacticular individual, as where a
decision has been rendered,

() All communications relating to pendling litigation which
are required by the Federal Rules of Civil or Appellate Proce-
dure or by a rule or order of a court 10 be served on the Solicitor
shall be hand-delivered 1o the Office of the Solicitor or shall be
mailed to: Office of the Solicitor, P.O. Box 15667, Arlington,
Virginia 22215 or such other address as may be designated in
writing in the titigation, All other commumications to the Oftice
of the Solicitor should be addressed t: Box 8, Commissioner of
Patents and Trdemarks, Washington, D.C, 20231, Any com-
wanication which does not involve pending Htigation which is
received al PO Box 15667 willnotbe fited in the Ottice but will
ho rotumed, Sce §§ 1L302¢e) and 20145(0)(3) for filing notice of
appeal to the U.S. Court of Appeals for the Federal Circuit,

n
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(h) Inapplications under section 1(h) of the Trademark Act,
15 U.S.C. 1051(0), all statcments of use filed under section 1)
of the Act, and requests for extensions of time theretor, should
be additionally marked "Box 1'TU."

NOTE, - Sactions 1.1 10 1,26 aro applicable tw rademurk cases us
well as 10 nutional snd intormational patent eases axeept for provisions
specifically dirocted 10 patent cases, See § 1.9 for delinitions of
“rational application™ and “imematicnal application,”

(46 FR 29181, May 29, 1981 para.(d) ndded, 49 TR 34724, Aug.
31,1984, effective Nov, 1, 1984; para (o), 49 FR 48416, Dec.12, 1984,
effective Fob, 11, 1985, para. () added, 52 FR 9394, Mur. 24, 1987,
parn. (g) added, 53 FR 16413, May 9, 1988; para. (h) added, 54 FR
J7588, Sopt, 11, 1989, offective Nov, 16, 1989]

§ L2 Business to be transacted In welting.

Allbusiness with the Patentand Trademark Oftice should be
transacted in writing. The personal attendancs of applicants or
their attorneys or agents at the Patent and Trademark Office is
unnecessary, Theaction of the Patentand Tradomark Otfice will
be based exclusively on the writien record in the Office. No
attengion will be paid to any alleged oral promise, stipulation, or
widerstanding in relition 10 which there s disagreement or
doubt,

§ 1.3 Business to be conducted with decorum and courtesy.

Applicants and iheir attorneys or agents tre required 10 con-
duct their business with the Patent and Tradomark Office with
decorum and courtesy, Papers presented in violation of this
requirement will be submitted to the Commissioner and will bo
returned by his direct order, Complaints ngainst examiners and
other employess must bo made in communications separate
{ront other papers.

§ 1.4 Nature of correspondence,
() Correspondence with the Patont and Trademark Office
COMPTises:

(1) Correspondence relating Lo services and fucilities of the
Office, such as general inquiries, requests for publications
supplicd by the Office, orders for printed copies of patenis or
tradeinark registeations, orders for copies of records, transmis-
sion of assignments for recording, and the like, and

(2) Correspondonce in and relating to a particular applica-
tion or other proceeding in the Otfice. Sce particutaely the rules
relating o the filing, processing, or other proceedings of na-
tional applications in Subpart 13, §§ 1.31 to 1.378; of interna-
tional applications in Subpart C, §§ 1401 to 1.499; of reexami-
nation of putents in Subpart D, §§ 1.501 to 1.570; of interlor-
ences in Subpart Iy §8 1.601 to 1.690; of extension of patent
termin Subpart F, §§ 1.710 10 L.785; and ol rademark applica-
tions §§ 2,11 10 2.189.

(b) Sinco each application file should be complete initself,
a separate copy of cvery paper to be filed in an application
should be turnished for cach application to which the paper
pertaing, even though the contents of the papers filed in two or
more applications may be identical.

(©) Since difterent matters may be considered by different
hranches or sections ol the Patent and Trademark Office, cach
distinet subject, inquiry or order should be contained in a
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separate leter o avoid confusion and delay in answering leters
dealing with different subjects.

[RFR 10332, Dee, 22, 1959, 43 FR 20461, May 11, 1978; prara(a),
A8 PR 2707, Jan. 20, 1983, elfective Feb, 27, 1983, para. (1), 49 FR
48416, Dec, 12, 1984, effective Feb, H, T8RS, para(a)(D), 33 FR 47807,
Nov., 28, 1988, offective Jan, §, 1989]

§ L8 Ldentlfication of application, patent or
registration,

(1) No correspondence relating to an application should be
filed prior to when notitication of the application number is
received from the Patent and Trademark Office. When a letter
directed to the Patent and ‘Prademark Office concerns a previ-
ously filed application for a patent, it must identity on the top
page inaconspicuous location, the application number (consist-
ing of the series code and the serial number, ¢, 07/123,456),
or the serial number and filing date assigned o that application
by the Patent and Trademark Office, or the international appli-
ation number of the international application, Any correspon-
denee not containing such identitication will be returned to the
setder where a return address is available, The returned corre-
spondence will be accompanied with a cover letter which will
nudicate to the sender that if the rewrned correspondence is
resubmitted w the Patent and Trademark Office within two
weeks of the mail date on the cover letter, the original date of
receipt o1 the correspondence will be considered by the Patent
and Trademark Office s the date of receipt of the correspon-
denee. Applicants may use cither the certificate of mailing
procedure under § 1.8 or the Express Mail procedure under §
1. 10 for rexubmissions of returned correspondence if they desire
to have the benelit of the date of deposit in the United Stages
Postal Service, If the returned correspondence is not resubniit-
ted within the two-week period, the date of receipt of the
resubmission will be considered 1o be the date of receipt of the
corresponddence. The two-week period to resubmit the returned
correspondence will not be extended. I for some reason re-
turned correspondence is resubmitted with proper identification
Inter than two weeks after the retarn mailing by the Patent and
Trademark Office, the resnbmitted correspondence will be
accepted but given its date ol receipt, Inaddition o the applica-
tion number, all letters directed to the Patent and Teademark
Office conceming applications for patent should also stae
"PATENT APPLICATION," the name of the applicant, the aitle
of the invention, the date of filing the sume, and i known, the
group aet unit or other unit within the Patent and Trademark
Office responsible for considering the letter and the name of the
examiner or other person to which it has been assigned.

(0 When the leder concerns a patent other than for purposes
of paying a maintenance fee, itshould state the mumiber and date

ol issue of the patent, the name of the patentee, and the title of

the invention, For letters coneerning payment of a maiatenance
fee ina patent, see the provisions ol § 1,366{¢).

(©) A letter relating to o tradeneek application should
identily it as suchand by the name of the applicant and the serial
number and filing date of the applicadon, A letter relating to a
registered trademark shoudd identity it by the name ol the
registrant and by the number and date of the certiticate.
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() A leiter relating to a reexamination proceeding should
identity it as such by the number of the patent undergoing
reexamination, the reexamination request control number as-
signed to such proceeding and, if known, the group art unit and
name of the examiner o which it been assigned,

(c) When a paper coneems an interference, it should state
the names of the parties and the number of the interference, The
name of the examiner-in-chict assigned to the imerference (§
1.610) and the name of the party filing the paper should appear
conspicuously on the first page of the paper,

[24 FR 10332, Doc 22, 1959; 46 FR 29181, May 29, 1981; pura. (1)
A9 FR 552, Jan. 4, 1984, effective Apr. 1, 1984; para, (a), 49 FR 48416,
D, 12, 1984, offoctive Feb. 11, 1985; paras. () & (b), 33 FR 47807,
Nov. 28, 1988, offective Jan. 1, 1989

§ 1.6 Receipt of letters and papers.

() Letiers and other papers reecived in the Patentand ' Trade-
mark Office are stamprd with the date of receipt, except where
such letters mud papers are filed inaccordanee with § 1.10. Any
such etters und papers filed in accordance with § 1,10 will be
stamped with the date of deposit as “Express Mail™ with the
United States Postal Service unless the date of deposit is a
Saturday, Sunday, or Federal holiday within the District of
Columbia in which case the date stamped will be the next
succeeding day which is not o Saturday, Sunday, or Federal
holiday within the District of Columbia. No papers are received
in the Patent and Trademark Office on Saturdays, Sundays or
Federal holidays within the District of Columbia.

(b) Maii placed in the Patentand i rademark Office pouchup
to midnight on weckdays, excepting Saturdays and federal
holidays, by ihe post oftice at Washington, 1.C., serving the
Patent and Trademark Office, is considered as having been
reccived in the Patent and Tradenwark Office on the day it was
so placed in the pouch,

(¢) In nddition to being mailed or delivered by hand during
office hours, feters and other papers may be deposited up to
midnight in o box provided st the guard's desk at the fobby of
building 3 of the Patent and Trademark Office mt Crystal Plaza,
Arlington, Virginia and at the main enteance (14th Steeet) of the
Department of Commerce Building, Washington, D.C., on
weekdays except Saturdays and Federal holidays, and all papers
deposited therein are considered as reccived in the Patent and
Tradewmark Oftice on the day of deposit.

(@) U interruptions or emergencies in the United States
Postal Service which have been so designated by the Comumis-
sioser oceur, the Patent and Trademark Office will consider as
filed on a particular date inthe Office any paper or fee which is:
(O Promptly filed nfter the ending of the designated interruption
or emergency; and (2) Accompanicd by a staiement indicaiing
it such paper or fee wonld have been filed on that particular
date it it were not for the designated interruption or emergency
in the Umited States Postal Service, Such sttement must be a
verificd statement it made by a pesson not registered 1o practice
before the Patent and ‘Trademark Office.

(A8 FR 2707, Jun, 20, 1983, effectivo Feb., 27, 1983; 48 IR 4285,
Jun 3 TORY para, (), A9 FR 852, Jan, 4, 1984, effoctive Apr. 1,1984)

§1.8

§ L7 Times for taking action; Expiration on
Saturday, Sunday, or Federal holiduy.

Whenever periads of time are specificd in this partin days,
calendar days are intended. When the day, or the fast day fixed
by stute o by orunder this part for (aking any action or paying
any fee in the Patent and Trademark Oftice falls on Saturday,
Sunday, orona Federal holiday within the Districtof Columbia,
the action may be taken, or the fee paid, on the next suceeeding
day which is not a Saturday, Sunday, or a Federal holiday. Sce
§ 1.304 for vime for appeal or for commencing civil action,

(48 FR 2707, Jun, 20, 1983, cffective Feb, 27, 1983; corrected 48
FR 4288, Jan, 31, 1983}

§ L8 Certificnte of mailing.

(n) Exceptin the cases enumerated below, papers and lees
reqquired 10 be filed in the Patent and Trademark Oftice within
a set period of time will be considered as being timely filed if:

(1) They are addressed to the Commissioner of Patents and
Trademarks, Washington, D.C. 20231, and deposited with the
U.S. Postal Scrvice with sufficient postage as first ¢lass mail
prior to expiration of the sct periedd; and

(2) They also include a certificate for each paper or fec
stating the date of deposit. The person signing the certificate
should have reasonable basis to expeet that the correspondence
would be maited on or before the date indicated. The actual date
of receipt of the paper or fee will be used for alt other purposes.
This procedure does not apply to the following:

(i) The filing of a national patent application specification
adl deawing or other papers for the purpose of obtaining an ap-
plication filing date;

(i) The filing of trudemark applications;

(iid) The filing o agreements between partics 1o an inter-
ference under 35 U.S.C. 135(c):

(iv) The filing of an aflidavit showing that a mark is still
i use oF containing an excuse for nonuse under scetion 8 (a) or
(b) or section 12(¢) of the Trademark Act, 18 U1L.8.C. 1058(w),
1058(b), 1062(¢);

(v) The filing of an application for renewal of a mark reg-
istration under seetion 9 of the Trademark Act, 15 U.5.C. 1059,

(vi) The filing of a petition to cancel & registeation of a
mark under soction 14 ) or (b)Y of the Trademark Act, 15U.8.C.
1064 (n), 1064(D);

(vii) The filing of an alfiduvit under seetion 15, subseetion
(3) of the Trademark Act, 15 U.S8.C. 1065,

(viii) The filing of a notice of election 1o proceed by civil
action in an inter partes proceeding under 35 US.C. 141 o
seetion 21{m(D) of the Trademark Act, 15 U.S.C 10T 1@)(D), in
response to another party's appeal o the Court of Appeals for
the Federal Circuit;

(ix) The tiling of a notice and reasons of appeal under 3§
US.C. 142 or a notice of appeat under seetion 21(w)(2) of the
Trademark Act, 15 US.C1071)Q);

(x) The filing of a statement under 42 US.CL 2182 or 42
U.S.C. 2487(¢)

(xi) The filing of international applications for patent and
all papers and fees relating thereto;

R.7 Rev. 13, Nuv, 1989
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(xit) The filing of a paper in an interference which an
cxaminer-in-chict orders to be filed by hand or “Express Mail”,
andd

(xiit) Papers filed in connection with a disciplinary pro-
ceeding under Part 10 of this subchapicer.

(xiv) Inanapplication under section [(b) of the Trademark
ACL(IS US.C. 1051(DY), the (iling of a statement of use wder
§ 2.88 (15 U.S.C.1051()).

(xv) Inanapplication under section 1{b) of the Trademark
Act(15U.S.C. 1051(D)), the fiting of arequest, under § 2,89 (15
1.8.C. 105 1(D)), for an extension of time to file a stement of
use wder § 2,88 (15 U.S.C. 1051()),

(xvi) Inanapplication under section 1(b) of the Trademark
Act (15 US.C. 1051(b)), the filing of an amendment o allege
use incommerce under § 2.76 (15 U.S.C. 1051(¢)).

(b) In the event that correspondence or fees are timely filed
innccordance with parngraph (2) of this seetion, butnot received
in the Patent and Trademark Office, and the application is held
to be abandoned or the proceeding dismissed, terminated, or
decided with prejudice, the correspondence or fee will be
considered timely if the party who forwarded such correspon-
denceor fee (1) informs the Office of the previous mailing of the
correspondence or fee promptly after hecoming aware of the
Office action, (2) supplics an additional copy of the previously
mailed correspondence or fee and certificate, and (3) includes a
declaration under § 1.68 or § 2.20 which attests on a personal
knowledge basis or to the satisfaction of the Commissioner 10
the previous timely mailing,

141 FR 43721, O 4, 1976; A3 FR 20461, May 11, 1978; para. (n).
47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982; para. (0) 48 FR
2708, Jan, 20, 1983; para. (a) 49 FR 48416, Dec. 12, 1984, effective
Fol, 11, 1985; para, (), 49 FR 5171, Feb, 6, 1985, offective Mar. 8,
1985; 52 FR 20046, May 28, 1987, subsparas, (a)(2)(xiv) - (xvi), 34 R
JTSER, Sepr. 11, 1989, offective Nov, 16, 1989]

§ 1.9 Defindiions.

() A national application as used in this chapier means g
LS. national application for patent which was either filed in the
Oftice under 35 US.C. 1H or which resubted from an interan-
tional application after compliance with 35 U.S.C. 371,

(M) An international application as used in this chapter
means an international application for patent filed under the
Patent Cooperation Treaty prior to entering national processing
ut the Desigoated Office stage,

(©) An independent inventor as used in this chapter means
any inventor who (1) has notassigned, granted, conveyed, or li-
censed, and (2) is under no obligation usider contract or law to
assigh, grant, convey, or license, any rights in the invention to
any person who could notlikewise be classified as an independ-
et inventor il that person had made the invention, or 10 any
concern which would not qualify as a small business concern or
a nooprofit organization under this section,

() A small business congern g8 used in this chapter means
any business concern as defined by the Smat) Business Admini-
stration in 13 CFR 121,12, For the conveniencee of the users of
these regulations, that definition states:

§ 12442 Small business for paying reduced patent fees.
(1) Pursuant 1o Pub, L. 97-247, u small business concern for
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purposes of paying reduced fees under 33 U8, Code 41 () and (b)
to the Patent and Trademark Office means any business concern(1}
whose number of employees, inchuding those of its affilistes, does
not exeeed SO0 persons and (2) which has not assigned, granted,
conveyed, or liconsed, and is under no obligation under contract or
law 10 assign, grant, convey or license, any rights in the invention
o any person who could not be classified as an imdependent
inventor if that person had made the invention, or to any concern
which would not qualify ns a small business coneer or a nonprofit
organization under this section, For the purpose of this section
concerns are affilintes of cach other when either, divectly or
indirectly, one concern controls or has the power to control the
other, or a third party or partios controls or has the power to control
both, The namber of employees ol the business concer is the
average over the fiscal year of the persons employed during cach
of the pay periods of the fiscal year, Employees are those persons
employed on g full-time, part-time or temporary basis during the
previous fiscal yoar of the concern,

M I e Patent and Trademark Office determines that s
concern is not eligible as o small business concern within this
section, the concerit shall have wright o appeal that determination
to the Stnl} Business Administration, The Patent and Tradomark
Office shall transmit ity written decision and the pertinent size
determination file to the SBA inthe event of such adverse dotermi-
nation and size appeal, Such appeals by concerns should be
submitted 10 the SBA at 1441 L Street, NW,, Washington, D.C.
20016 (Adention: SBA Office of General Connsel), The appeal
shoutd state the basiy upon which itis claimed that the Patent and
Trademark Office initinl siz¢ determination on the coneerm was in
error; and the faets and arguments supporting the concein's
clatmed status ns o small business concern wnder this section,

(¢) A nonprofit organization as used in this chapter means
(1) a university or other institution of higher education located
in any country; (2) an organization of the type deseribed in
section SO1C)R) of the Iternal Revenue Code of 1954 (26
US.CL501e)3)) and exempt from axation under section
S01) of the Internal Revenue Cade (26 U.S.C. 501()); (3) any
nonprofit seientific or educational organization qualiticd under
u nonprofit organization statute of a state of this country (35
U.S.C. 20130)); or () any nonprofit organization located in o
foreign country which would qualify asanonprofitorganization
under paragraphs (¢) (2) or (3) of this section i it were located
in this country.,

(N A small entity as used in this chapter means an independ-
ent inventor, a small business concern or g nonprofit organiza-
tion,

() For delinitions in interferences see § 1,601,

(43 FR 20461, May 11, 1978; 47 FR 40139, Sopt. 10, 1982,
effective Oct, 1, TR, 47 TR A3278, Sept. 30, 1982, elfective Oct. 1,
T982; pura, (), 49 FR 34724, Aug. 31, 1984, effective Nov, 1, 1984;
pari. (), 49 TR A8AT6, Dee, 12, 1084, oftective Fob, 11, 1945]

§ L10 Filing of pupers and fees by “Express Mail™
with cevtificate,

() Any paper or fee to be filed in the Patent and Trademark
Office can be filed wilizing the “Express Mail Post Office o
Addressee™ service of the United States Postal Service and be
considered as having been filed in the Office on the date the
paper or fee is shown to have been deposited as “Express Mail”
with the United States Postal Service unless the date of deposil
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is o Saturday, Sunday, or Federal holiday within the District of
Columbia, Sce § 1.6(a).

(b) Any paper or fee filed by “Express Mail” must have the
number of the *Express Mail” mailing label placed thereon prior
to mailing, be addressed to the Commissioner of Paients and
Trademarks, Washington, .C, 20231, and any such paper or
fee mustalso include a certificate of mailing by “Express Mail”
which states the date of maiting by “Express Mail™ and is signed
by the person mailing the paper or fee,

() The Patent and 'Trademark Office will aceept the certifi-
2ate of mailing by “Express Mail” and accord the paper or fee
the certificate dute under 35 ULS.C. 21(a) (unless the certificate
date is a Satrday, Sunday, or Federal holiday within the District
of Columbin - see § 1.o)) without further proof of the date on
which the mailing by “Express Mail” occurred unless a question
is present regarding the date of mailing, If more than a reason-
able time has elapsed between the certificate date and the Patent
and Trademark Office receipt date or if other questions regard-
ing the date of mailing are present, the person maiting the paper
or fee may be required 10 fife a copy of the “Express Mail”
receipt showing the actual date of miling and a statement from
the person who mailed the paper or fee averring to the fact that
the mailing occurred on the date certified, Such statement must
be o verified staiement it made by a person not registered to
practice betore the Patent and Trademark Office,

148 FR 2708, lan. 20, 1983, ndded effective Feh. 27, 1983; 48 FR
A285, Jan, 31, T9RD, paras, (n) & (¢), 49 FR 552, Jan. 4, 1984, elfective
Apr. 1, 1984]

RECORDS AND FILES OF THE PATENT AND
TRADEMARK OFFICE

§ 1T Eiles open o the public,

(0} Alter a patent has been issued or a statntory invention
registration has been published, the specification, deawings and
all papers relating (o the case in tie file of the patentor statutory
invention registration are open Lo inspection by the public, and
copics may be obtained upon paying the fee therefor, See §2.27
for trademark files,

(b) All reissue applications, all applications in which the
Office has aceepted a request o open the complete application
1o inspection by the pubtic, and related papers in the application
file, are open to inspection by the public, and copics may be
furnished npon paying the fee therefor, 'The filing of reissue
applications will be ammounced in the Official Gazette, 'The
announcement shall include at least the filing date, reissuce
application and original patent numbers, title, class and sub-
class, name of the inventor, name of tic owner of record, name
of the attorney or agentof record, and examining group to which
the reissue npplication is assigned.

(©) All requests for reexamination for which the fee under §
£.20(¢c) has been paid, will be announced inthe Official Gazee.
Any reexaminations at the initiative of the Commissioner pur-
snant to § 1,520 will also be announced in the Official Gazeue.
The annoancement shall include at least the date of the request,
il any, the reexamination reqacst control number or the Com-
missioner intiated order control number, patent number, title,
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class ad subclass, name of the inventos, name of the patent
owner of record, and the examining group to which the reexani-
nation is assigned,

() All papers or copics thereof relating (o a reexamination
proceeding which have been entered of record in the patent or
reexamination file are open to inspection by the general publie,
and copies may be furnished upon paying the fee therefor,

(c) The file of any interference involving a patent, astaiutory
invention registration, or an application on which a patent has
been issued or which has been published as a statutory invention
registration, is open o inspection by the public, and copics may
be obtained upon paying the fee therefore, if: (1) the interlerence
has erminated, or (2) an award of priority or judgment hias been
entered as to all parties and all counts,

FOMB Conirol Nos, 0651-0010 & 06510014}

142 FR 5593, Jan, 28, 1977, 43 FR 28477, June 30, 1978; 46 FR
29181, May 29, 1981, Para. (©), AT FR 41272, Sept. 17, 1982, effective
Oct 1, 1982; para, (1), 49 FR 48416, Dec, 12, 1984, effective Feb, 11,
1985, puras. (n), (b) & (@), SO FR 9378, Mur. 7, 1988, effective May
B, 19485]

§ 112 Assignment vecords open to public inspection,

(0) The assignment records, relating 1o original or reissuc
patents, including digests mxd indexes, and assignment reconds
relating, to pending or abandoned trademark applications and to
trademark registrations, are open to public inspection and cop-
ies of any instrument recorded may be obtained upon regquest
und payment of the fee setferth in § 1.19)(3).

() Assignmentrecords, digests, and indexes, relating toany
pending or abandoned patent application ire not available to the
public, Copics of any such assigiment records and informition
with respect thereto shall be obtainable only upon writien
withority of the applicant or applicant’s assignee or attorney or
agentor upon a showing that the person seeking such informa-
tion is o bona fide prospective or actual purchaser, morigagee,
or licensee of such application, unless it shall be necessary to the
proper conduct of business before the Office or as provided by
these rules,

(¢) Any request by a member of the public seeking copies of
any assigniment recoeds ol any pending or abandoned patent
application preserved in seerecy under § 114, or any informa-
tion with respect thereto, must

(1) Beinthe form of a petition accompanied by the petition
tee setforthin § 117G, or

(2) Incinde written authority granting access to the member
of the public to the particular assignment records from the
applicant or applicant's assignee or attorney or agent of recordl,

(<) An order tor a copy of an assignment should give the
identification of the record. 11 identificd only by the name of the
patentee and number of the patent, or in the case of o trademark
registration by the name of the registrant and number of the
registration, or by name of the applicant and serinl number or
international application number of the application, an extra
charge as set forth in § 1.21(0 will be made for the time
consumed in making a seagch for such assignment,

(A7 FR 41272, Sept. 17, 1982, effecrive Oct. 1, 1982 paras. (a) &
(), 54 FR 689, Feb, 18, 1984, elfecnive April 17, 1989]
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§ .13 Copies and certified copies,

(2) Copics of patents and trademark registrations and of any
records, books, papers, or drawings belonging to the Patent and
Trademark Office and open o the public will be furnished by the
Patent and Trademark Office (o any person, and copics of otlier
records or papers will be furnished o persons entitled thereto,
upon payment of the fee therefor.,

(b) Such copies will be authenticated by the seal of the Patent
and Trademark Office and certified by the Commissioner, or in
his name autested by an officer of the Patent and Trademark
Office authorized by the Commissioner, upon payment of the
fee for the authentication certificate in addition to the fee for the
copics,

{OMB Control Nos. 06510009, 0651-0010 & 0651-0014)

§ .14 Patent appiications preserved in secrecy.

(a) Except as provided in § 1.11(b) pending patent applica-
tions are preserved in secreey, No information will be given by
the Office respecting the filing by any particular person of an
application for a patent, the pendency of any particular case
belore it or the subject matter of any particular application, nor
will aceess be given 10 or copies furnished of any pending
application or papers relating thereto, without written authority
in that particular application from the applicant or his assignee
or attorngy or agent of record, unless the application has been
identificd by serial number in a published patent document or
the United States of America has been indicated as a Designated
State i o published internationad application, in which case
status information such as whether itis pending , nbandoned or
patented may be supplied, or unless it shail be necessary to the
proper conduet of business before the Office or as provided by
this part. Where an application has been patented, the patent
number and issue date may also be supplied.

(b) Exceptas provided in § 1.1 1 (1) abandoned applications
are tikewise not open 10 public inspection, except that if an
application referred (o in a ULS, patent, or in an application in
which the applicants bas filed an guthorization 10 open the
camplete application o the public, is abandoned and is avail-
able, it may be inspected or copics obtained by any person on
written request, without niotice to the applicant.

(¢) Applications for patents which disclose or which appear
~to disclose, or which purport to disclose, inventions or discov-
eries relating 1o atomic energy arc reported o the Department of
Energy, which Department will he given aceess o such appli-
cations, but such reporting does not constitute a deteemination
that the subject matter of ¢ach application so reported is in fact
uscful or an invention or discovery or that such application in
fact discloses subject matier in categories specificd by sections
151¢¢) and 151(d) of the Atomic Encrgy Act of 1954, 68 St
919: 42 U.S. C. 2181 (¢) and (d).

(d) Any decision of the Board of Patent Appeals and Inter-
ferences, or any decision of the Commissioner on petition, not
otherwise open 1o public inspection shall be published or made
available for public inspection if; (1) The Commissioner be-
licves the decision involves an inserpretation of patent laws or
regulations that would be of important precedent value: and (2)
the applicant, or any party involved in the interference, does not
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within two months after being notiticd of the intention to make
the decision public, object in writing on the ground tha the
decision discloses a trade secret or other conlidential informa-
tion, if a decision discloses such information, the applicant or
party shall identify the deletions in the text of the decision
considered necessary to protect the information. 1 it is consid-
ered the entire decision must be withheld from the public o
protect such information the applicant or party must explain
why. Applicants or partics will be given time, not less than
twenty days, 10 request reconsideration and seck court review
before any portions of decisions are made public over their
objection, See § 2.27 for trademark applications.

(c) Any request by a member of the public secking aceess o,
orcopics of, any pending orabandoned application preserved in
seerecy pursuant to paragraphs (@) and () of this section, or any
papers relating, thereto, must

(1) Be in the form of a petition and be accompanied by (he
petition fee set forth in § 1.173)(1), or

(2) Include written authority granting access to the member
of the public in that particular application from the applicant or
the applicant’s assignee of attorney or agent of record.

(Note, sce § 1.612(a) for access by an interference party 10
a pending or abandoned application.)

[OMB Control Nos. 0651-0010 & 06510011}

142 FR 5593, Jun, 28, 1977, 43 FR 20462, May 11, 1978, para, ()
added, 47 FR 41273, Sept, 17, 1982, effective Oct, 1, 1982; para, (b),
49 FR 552, Jan. 4,1984, efTective Apr. 1, 1984, para, (d), 49 FR 48416,
Dec, 12, 1984, effective Feb, 11, 1985; para. (b), 50 £R 9378, Mur, 7,
1985, effective Muy 8, 1985: 53 FR 23733, June 23, 1988, para. (¢}, 54
IR 6893, Feb, 15, 1989, effective April 17, 1989]

§ 11§ Requests for identifiable records,

(a) Requests for records not disclosed to the public as partof
the regular informational activity of the Patent and Trademark
Office and which are not otherwise dealt with in the rules in this
part shall be made in writing, with the envelope and the leuer
clearly marked "Freedom of Information Request.” Each such
request, so marked, should be submitted by mail addressed 1o
the "Patent and Trademark Office, Freedom of Information
Request Control Desk, Box 8, Washington, D.C. 20231, or
hand delivered to the Office of the Solicitor, Patent and Trade-
mark Office, Arlinglon, Virginia. The request will be processed
inaccordance with the procedures set forth in Part 4 of ‘Tite 15,
Code of FFederal Regulations,

(b} Any person whase request for records has been initially
denied in whole or in part, or has not been timely determined,
mity submit o written appeal as provided in § 4.8 of Title 18§,
Code of Federal Regulations,

(©) Procedures applicable in the event of service of process
or in connection with testimony of employcees on official mat-
ters and production of officiat documents of the Patent and
Trademark Office in civil legal proceedings not involving the
United States shall be those established in parts 15 and 150 of
Title 15, Code of FFederal Regulations,

132 FR 13812,0c1.4,1967; 34 FR 18857, Nov. 26, 1969; amended
53 FR 47685, Nov, 25, 1988, effective Dec. 30, 1988)
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FEES AND PAYMENT OF MONLEY

§ 1.16 National application filing fees,
() Basic fee for filing cach application for an original
patent, exeept design or plant cases:
By a small entity (§ 1.9(D) i, $185.00
By other than a simall entity o e 370.00
(b) In addition to the basic filing fee in an original applica-
tion, for filing or later presentation of cach independent claim in
excessof 3:
By a small entity (§ 1.9(1) v 18,00
By other than & Small entity v 30.00
(c) Inaddition to the basic filing fee in an original applica-
tion, for filing or kuer praseatation of cach claim (whether inde-
pendent or dependent) in excess of 20 (Note that § 1.75(¢)
indicates how multipte dependent claims are considered lor fee
caleulwtion purposes.):
By a small entity (§ 19D v 000
By other than a small entity «ooeivnnnneicennininnen 12,00
() Inaddition to the basic filing fee in an original applica-
tion, if the application contains, or is amended o contain, o
multiple dependent claim(s), per application:
By a smallentity (8 1.9 v 00,00
By other than a small entity v, 120.00
(11 the additional fees required by paragraphs ¢b), (©), and ()
are not paid on filing or on later presentation of the claims for
which the additional fees ave due, they musg be paid or the claims
cancelled by amendment, prior 10 the expirgtion of the time

Crverrarensen

" period set for response by the Office in any notice of fee

deficiency.)
(e) Surcharge for filing the basic filing fee or oath or
declaration on a date later than the filing date of the application:
By o smali entity (§ L9WD) vvvcrennivvvrmnennenenan 00,00
By other than a small entity ... TP §20.00
(N For liling cach design application:
By a small entity (& 1.9(0) .........
By other than a smail entity ...
() Basic fee for filing cach plant application:
By o small entity (§ 1.9(D) vvvvvreivivinnnnsnninn v 125.00
By other than a small ¢nlity v 25000
(h)y Basic fee tor filing cach reissue application:
By a smatl entity (§ LIU)) v 1R800
By other thare a smatl entity oo 370.00
(i) Inaddition o the basic filing fee in a reissue application,
for filing or later presentation of caclvindependent ¢leim which
is it exeess of the number of independent claims in the original
patent:
By a small entity (§ LY v 18,00
By other than a small entity oo 36,00
(i) In adddtition to the basic filing fee in areissue application,
for filing or later presemtation of cach claim (whether independ-
ent or dependent) in excess of 20 and also in excess of the
mumber of claims in the original patent, (Note that § 1.75(¢)
indicates how multiple dependent claims are considered for fee
purposes. ).
By a small entity (§ 1L.9(1))......
By other than a small entity ..o

e 1500
. 150.00

v 0,00
v 1200

R-1

§ L.17

(Note, scee § 1.445 for international application {iling and

processing st.).

{Added 47 FR 41273, Sept, 17, 1982, effective date Ol 1, 1982;
SOER 31824, Aug. 6, 1985, effective date Oct. §, 1985; paras. (a), (b),
@) - ), 54 FR 6893, Feb, 15, 1989, effective Ape. 17, 1989]

§ L.I7 Pateot opplication processing fees.

(.l) ixtension fee for response within first month pursuarit
10§ 1.136(a):

By a small entity (§ 1.9() oo $31.00

By other than a small entity ..o, DR 62.00

(b) Extension tee (or response within second suonth prirsu-
ant to § 1.136@a):

By a small entity (§ 1.9(D) ... et e 90.00

By other than a small entity ..oveevennn, T . 18() 00

(©) Extension fee for response within third mnnlh pursuant
to § 1.136(a):

By a small entity (§ 1.9(1)) ... +.215.00

13y other than a small entity ......... e v 430.00

() Extension fee for response within fourth month pursuant
10§ L1363):

By o small catity (§ L) vvevrnnerercnevennnene 340,00

By other than o small entity .o .. 680.00

(¢) For filing a notice of appeal from the examiner to the
Board of Patent Appeals and Interferences:

By a small entity (§ 1.9() voovivinrivirnnnens et “70.00

By other than a small entity ... T ORARRO 140.00

(0 Inaddition 1o the fee for filing anotice of appeal, for filing
a briel in support of an appeal

By a small entity (§ 1.9(D) oovvvvvevnnirnnn resreerann . 70.00
By other than o small enfity oo, 140,00

(g) For filing a request tor an oral hearing before the Board
of Patent Appeals and Interferences in an appeal under 35
U.S.C. 134:

By a smatl entity (§ 1.9 oo 60.00
By other than a small entity .o, e 120,00

() For tiling a petition to the Commissioner under a seetion

ol this part tisted below which refers 1o this

PARAZEIPN (oo b e e e, 120.00

§ 1.47 - for filing by other lh.m all the inventors or &

person not the inventor

§ 1.48 —- for correction of inventorship

§ 1.182 — for decision on questions not specilically

provided for

§ 1183 — to suspend the rules

§ 1.295 - for review of refusal w publish a stagutory

invention registration

§ 1.377 — for review of decision refusing to accept and

record payment of a maintenance fee fited prior
o expiration of patent.

§ 1.378(¢) - for reconsideration of decision on petition
refusing 1o accept delayed payment of
maintenance fee in expired patent

§ 1.644(¢) —- Tor petition in an interierence

§ 1.644(0 — for request for reconsideration of a decision
on petition in an interference

§ L.666(c) -~ for late filing of interference settiement
agreement,
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§ 1.18

§§5.12,5.13 & 5.14 — for expedited handling of a forcign

filing license

§ 5.15 — for changing the scope of a license.

§ 5.25 - for retroactive license.

(1) For filing a petition o the Commissioner under a
section of this part listed below which refers to this
PAASEIPI e vrernnennneenss 1 20,00

§ 112 lor aceess lo an .lssq,nnncnll(‘ﬂnd

§ 1.14 — for access to an application.

§ 153 —to accord a filing date.

§ 1.55 — for entry of late priority pupers.

§ 1.60 — to accord a filing date,

§ 1.62 o0 accord a filing date,

§ 1.103 — o suspend action in application.

§ 1.177 — for divisional reissues (o issuc separately,

§ 1.312 - for amendment after payment of issue fee.

§ 1313 ~ to withdraw an application from issue,

§ 1.314 ~ to defer issnance of a patent,

§ 1.334 - for patent o issuc to assignee, assignment
recorded late,

§ 1.666(b) ~ for access to interference settlement

agreement,
(2) For filing a petition 10 the Commissioner under § 1,102
of this pari to make application special . ........ ververesninnnn 80,00

() for filing a pclil‘i(m (o institute a public use pmcccding,
under § 1,292 ., " ,200.00

(k) For pl(mssmg an .lpphc'm(m hlc(l wuh H] spccnl ication
in a aon-Finglish fanguage (§ 1L.52(0)) voneeivvvennierinnn J0.00)

Iy Forfiling a petition

(1) For the revival of an unavoidably abandoned applica-

tion uider 35 US.C. 133 or 371 or
(2) For delayed payment of the issue fee under 35 U.S.C.

ist:
By asmall entity (§ LI o 3 1LOO
By other than a small entity ..o rerrsereserstreneseans 62.00

(m) For fifing a petition
(1) For revival of an nnintentionally ahandoned applica-
ton, or
(2) For the unintentionally delayed payment of the fee for
issuing a patent:

By asmall entity (8 1O oovvvvvevviniresevne s 310,00
By other than a small entity ..o 6204

() For requesting publication of 4 statutosy invention reg-
istration prior 1© the mailing of the first examiner’s action
pursuant to § 1104 - $400.00 reduced by the amount of the
application hasic filing fee paid.

(0) For requesting publication of a statutory invention reg-
istration after the maiting of the firstexaminer's action pursuant
0§ 1.104 - $R00.00 reduced by the amount of the application
basic filing fee paid.

[Added 47 FR 41273, Sept. 17, 1982, effective Oct, 1, 1982;para.
(), 48 FR 2708, Jan. 20, 1983, effective Feb, 27, 1983, para, (h), 499 FR
L3461, Apr. 4, 1984, effective June 4, 1984; para, (h), 49 FR 34724,
Aug. 31, 1984, effective Nov. 1, 1984; paras. (¢), (g), (b) & (i), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985, paras. (), (n) & (¢), 50
IR 93749, Muar. 7, 1985, effective May 8, 1985; 50 FR 31824, Aug. 6,
1985, effective Ot 5, T98S; paras. (a)- (m), 54 FR 689), Feb. 15, 1989,
SAFR 9431, March 7, 1989, effective Apr, 17, 1989; para(i)(1), 54 FR
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47518, Nov, 15, 1989, effective Jan. 16, 1990 |

§ 1.18 Patent issue fees,
() Issue fee for issuing each original or reissue patent,
except a design or plant patent:

By a smatl entity (§ L)) oo $310.00
By other than a small ¢otity .o.vvvoinnminnns. 620,00
(b) Issue fee for issuing a design patent:

By a small entity (§ 1.9() ovcvnninciiiininiin 110.00
By other than a small entity ..o, 220.00
(¢) Issuc fee for issning a plant patent:

By a small entity (§ L91)) coiinnnnn v 155.00
By other than a small entity ..ovonninnne 310,00

[Added 47 FRA1273, Sept. 17, 1982, effective Oct. 1, 1982; SGIFR
31824, Aug. 6, 1985, effective Qct. §, 1985, revised 54 FR 6893, Feb,
15, 1989, effective Apr. 17, 1989]

§ 119 Document supply fees,

The Patent and Trademark Office will supply capics of the
following documents upon payment of the fees indicated:

(1) Uncertified copies of Office documents:

(1) Printed copy of a patent, including a design patent,
statutory invention registeation, or defensive publication docu-
ment, except color plant patent or color stautory invention reg-
ISalion . e e et $1.50

(2) Printed copy of a plant pulcnl or smlulnry invention reg-
ISUALON 1N COLOE (i 100

(3) Copy of ()ihcc (I(wunwnls except s otherwise pro-
vided in this section, for cach 30 pages or a fraction
thereol i, e e 10,00

(4) Copy of a utility patent with drawings in color (sce §
LBA(D)) v 20.00

(5) Expedited local service for copy of a patent as in
paragraph (a)(1) of this section, fulfilled within one work day
for orders delivered to the Public Service Window in the Patent
Public Scaich Room ...... e 3.00

(6)Expedited service for copy of a patent as in paragraph
(@ (1) of this section, ordercd by clectronic ordering seevice and
delivered to the customer within two work days .. ........ 2500

(h) Certified copies of Office documents:

(1) Certificd copy of patent application as filed.. ..

(2) Certified copy of patent file weapper and
CONECNLS 1 cvvririnrinniens TP SRR I X1 1

(3) Certificd copy of patent assignment record ......... 5.00

(4) Expedited service for certilied copy of paient applica-
tion as filed in paragraph (a)(3) of this section, fulfilled within
5 work days, exchuding mailing Gme .o 20000

(5) For certifying Office records, per certificate ..., 3.00

(6) For search of assignment records, abstract of title and
certification, per PAUCNL .. 13,00

(¢) Library service (35 U.S.C. 13): For providing to librar-
ics caopies of alt pateats issucd annually, per annum ... 50.00

() Forlistof afl United States patents and statutory inven-
tion registrations in & SUBCIASS vvviinmrinensee 2.0

trertereserseses ersy

R T T R T R T R PR R TR R T TP IR T YT RNY

10,00

(¢) Uncentified statement as to status of the puyment of

maintenance fees due on a patent or expiration of &

patent ... 5.00

R T T T T PR P
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(0 Uncertified copy of a non-United States patent docu-
MENL, PEr AOCHINCHL weivininnmesmnssseoes. 1000

(g) To compare and certify copies made from Patent and
Trademark Office records but not preparced by the Patent and
Trademark Office, per copy of document. v ivvennen 10,00

(h) Additional filing receipts; duplicate; or corrected due to
APPHCANL CITOT v1vrerieevnsssierenereerernsrssssninssssssnssnereens 1300

[Added 47 FR 41273, Sept. 17, 1982, elfoctive date Qct, 1, 1982,
para,, (b), 49 FR 552, Jan, 4, 1984, elfective date Apr, 1, 1984; purns.
(D) & (g) added, 49 FR 34724, Aug. 31, 1984, effective date Nov. 1,
1984; paras. (0) & (¢), 50 FR 9379, Mar. 7, 1985, offective date May
8. 1985; S0 FR 31825, Aug. 6, 1985, effectivednle Oct. §, 1985, rovised
54 FR 6893, Feb. 15, 1989, 54 FR 9432, March 7, 1989, of(octive Apr.
17, 1989}

§ 1.20 Post-issuance fees,
(0) For providing a certificate of correction for applicant’s

MHSIKE (§ 1.323) i crennerresi e $60.00
M) Petition for correction of inventorship in
patent (§ 1.324) oo vreseesssreneneen 120,00
(¢) For filing a request for
recxamination (§ 1.510(0)) vovvevninnien cererene 2,000.00
(&) For filing cach statwtory disclaimer (§ 1,321):
By a small entity (§ 1.9(1) vt weenees 31K

By other than a small entity ..o 6200
(¢) For mainiaining an original or reissuc patent, exeept a
design or plant pateat, based on an application filed on or after
December 12, 1980 and before Augnst 27, 1982, in force
beyond four years; the fee is due by three years and six months
after the original grant .o venrenninsnenneses 245,00
(D) For maintaining an original or reissue patent, except o
design or plant patent, based on an application filed on or after
December 12, 1980 and before August 27, 1982, in force
beyond eight years; the fee is due by seven years and six months
after the original grant ..., vererrrermmasesssaeneseene 498,00
(g) For maintaining an original or reissuc patent, exeept a
design or plant patent, based on an application filed on or alter
December 12, 1980 and before August 27, 1982, in force
beyonrd twelve years; the fee is due by eleven years and six
months after the original BEanl ... onnnonoonn. 740.00
(h) For maintaining an original or reissue patent, exeept a
design or plant patent, based on an application filed on or after
August 27, 1982, in force beyond four years; the fee is due by
three years and six months afier the original grant:
By a smatl entity (§ 1.KD) ...... vrenrenrnnnrvresrenenreenens 243,00
Ry other than a smalf entity .o, 490,00
(i) For maintaining an original or reissue patent, exeept a
design or plant patent, based on an application filed on or after
August 27, 1982, in force beyond eight yeais; the fee is due by
seven years and six months atier the orviginal grant:
By a smalt entity (§ 1L9(D) oo 495,00
By other than a smalt entity o e 990,00
(i) For maintaining an originial or reissuc patent, except o
design or plant patent, based on an application filed on or after
August 27, 1982, in force beyond twelbve years; the lee is due by
cleven years and six months atier the original grant:

By a smalt entity (§ 19 o, 740.00
By other than a small eatity oo, HLARLO

R-

§ 121

(k) Surcharge for paying a maintenance fee during the six-
month grace period following the expiration of three years and
six months, seven yearsand six months, and cleven years and six
months after the date of the original grant of a patent based on
an application filed on or afier December 12, 1980 and before
August 27, 1982 iieionmnnsssssesne 120,00

() Surcharge for payirg o maintenance (ee during the six-
month grace period following the expiration of three years and
six months, seven years and six months, and cleven years and six
months after the date of the original grant of a patent based on
an application filed on or alter Angust 27, 1982:

By a small entity (§ 1.9 v 60.00
Ry other than a small entity .o, 120,00

(m) Surcharge for accepting a4 mainicnance fee after expi-
ration of a patent for non-timely payment of a maintenanee fee
where the delay in payment is shown to the satisfaction of the
Commissioner o have been unavoidabie ..., 850,00

(m) For fiting an application {or extension of the term of &
PAent (§ 1.740) ..o 600,00

{Added 47 FR 41273, Sopt. 17, 1982, elfective date Oct, 1, 1982;
paras. (k), (1) & (m) added, 49 FR 34724, Aug. 31, 1984, effective date
Nov, 1, 1984; paras, (@), (D, (g) & (m), SO FR 9379, Mar. 7, 1985,
offective dme May 8, 1985; SO TR 31825, Aug. 6, 1985, eflective dats
Oct. §, 1985, 51 FR 28057, Aug,. 4, 1986; 52 FR 9394, Mar. 24, 1987,
paras, (a)-(n), 54 FR 6893, Feb. 15, 1989, &4 FR 8053, Feb, 24, 1989,
affective Apr, 17, 1989)

§ 1.21 Miscellnneous fees and charges,
The Paient and Trademark Office has establishied the fol-
towing fees for the services indicated:
() Registration of attorneys and agents:
(1) For admission o examination for registration to
practice, fee payable upon application ... $270.00
(2) On registration o practice ..., crvernnnenenns 90,00
(3) For reinsuemont 10 practice oo 10,00
(@) For certificate of good standing as an attorney
OF QECNL s 1000
Suitable for framing .o TO000
() For review of decision of the Direetor of Enrollment and
Discipline under § 10.2(C) v 100.00
(6) For requesting regrading ol an examination under §
FOTE) s 100,00
(M) Deposit accounts;
(1) For establishing or reinstating a deposit
DECOUNL v FLK
(2) Service charge for cach month when the balance at the
endl of the month is beiow $ 1000 oniiminnmmmen 20000
(3) Service charge for cach month when the balance at the
end of the month is below $300 for vestricted subscription
deposit accounts used exclusively for subseription order of
patent copies as iSSUe oo 20,00
(¢) Disclosure document: For filing a disclosure
AOCUMENL i ransaenereees. 000
() Detivery box: Locat delivery box rentat,
PEFANNUN s s 900
(&) International-type search reports: For preparing an inter-
nationad-type search report of an internationa! type scarch made
at the time of the first action on the merits in o national patent
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§ l.zz

APPHCAHON . s, JOGK
(1 Search of Offiee records: For conducting an inventor
senrch of OFfice records Tor o teneyear period e 10,00
(1) CopiShare card: COSEPET COPY v, (W18
() Yor recording each assignment, agreemient orother paper
relating to the property in g patent or application,
PO PIOPEny.. s tsernnenes s S0
() Publication in Official Gazete: For publication in the Of-
ficial Gazette of a notice of the availability of an application or
a patent for licensing or sale, each application
OF PICNE i s, oK)
() Foraduplicate or replacement of o permanent Office user
pass (There is no charge for the first permanent
USCE PASS) o H0
(k) For items and services, that the Conmmissioner finds may
he supplied, for which fees are notspecified by statute or by this
section, such charges as may be detormined by the Commis-
sioner with respect 1o cach such item or service....., Actual cost
(h For processing and retaining any application abandoned
suesuant o § 1L.53(d) anless ethe requised basie (iling fee has been
P o ) 20K
(m) For processing cach cheek returned “anpaid” by
WHAK Lo SO
() For handling an incompicete o improper application
under §1.530), §1.600r §1.62 e i 20000
[Added 47 FR 41274, Sept. 17, 1982, offective date Oct. 1, 1982,
paras. (by & (D), 49 FR 853, Jan, d, 1984, elfoctive date Apr. 1, 1984,
puens, (8)(5) & (6) added, SO0FR 5171, Fobs, 6, 1985, offuctive date Apr,
R, LURS; SOFR 31825, Aug, 6, 1985, affoctive dmre Oct, §, 198S; paras.
G, (D), D), (D-(m), 54 FR 6893, Feb, 15, 1989, 54 FR 8053, Feb,
20,1989, S4FR 9432, March 7, 1989, of foctive Apr. 17, 1989; para. (n)
wdded 54 FR 47518, Nov, 15, 1989, offective Jan, 16, 1990)

§ L.22 Fees payable in ndvance,

(@) Patent and tademark fees and charges payable (o the
Patent and Trademark Oftice ave required 1o be paid in advanee,
that is, ut the time of requesting any action by the Olfice for
which a fee or Charge is payable with the ¢xcoption that under
§ L33 applications for patent may be assigned a filing date
withont payment of the basie liling fee.

(M Al patent and trademark fees paid (o the Patent and
Trademark Office should be itemized in cach individual apphi-
cation, patentorother proceeding insuch a manner thatitis clear
for which purpose the fees are paid.

48 BR 3708, Jan, 20, 1983, offective Feb, 27, 1983)

§ 123 Method of puyment.

All payments of money requised for Patent and Trademark
Office fees, including fees for the processing of international
applications (8 1.445), shonld he made in ULS. specie, Treasury
notes, national bank notes, post office money orders, or by
certified check, Hsent inany other form, the Oflice may delay
ar cancel the eredinmgil collection is made. Monay orders and
checks must be made payable 10 the Commissioner ol Patents
and Trademarks, Remittances from foreign countries must be
payable and immediately negotiable in the United States for the
fullamount ofthe fee required, Money sent by mail to the Patent
ad Teademark Office will be at the risk of the seader; letters
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containing money should be registesed.
FEVER 20462, May i1, 1974]

§ 124 Coupons.

Coupons in denominations of one dollar and £ifty cents for
the purchase of patents, designs, defensive publications, statu-
tory invention rogistrations, and irademark registeations are
sold by the Putent and Trademark Office for the convenience of
the general public; these conpons may not he used for any other
purpose, The one dotlar and Gifty centcoupons are sold individu-
ally and in books of 50 with stubs for record tor $75.00. These
coupons are good until used; they may be tansterred bnteannot
he redeemed,

[OMB Control Nos, 0651-0010 & 0651-00144]

7T ER 41274, Sopt, 17, 1982, effoctive Oct 1, 1982 48 FR 2708,
Jun, 20, 198, effoctive dito Fob, 27, 1983; SO FR 31825, Aug. 6, 1O8S,
offective Ot 5, 198S; 51 R 28087, Aug. 4, 1986]

§ 1,28 Deposit accounts,

() For the convenicence of nttorneys, and the general public
in paying any fees due, in ordering services offered by the
Office, copies of records, ete, deposit acconrts may be estab-
lished in the Patent and Trademark Qffice upon payment of the
fee for establishing a deposit account (§ 1.21(b)1)). A mini-
mum depositof $1,000 is required tor paying any fee due orin
ordering uny services offered by the Office, However, o mini-
mem deposit of $300 may be paid to establish o restricted
subseription deposit acconnt used exclusively for subseription
order of patent copies as issucd, At the end of each moenth, a
deposit acconnt statement will be rendered. A remittance must
be made promptly upon receipt of the stiement 10 cover the
value of items or services charged to the account and thiss restore
the account to his established normal deposit value. An amount
sufficientto cover nll fees, services, copios, eic., requested must
always be on deposit. Charges 1o accounty with insufTicient
funds will not be accepted. A service charge (§ 1.2 1)) will
be assessed for sach month that the balance at the end of the
month is balow $1,000. For restricted subscription deposit
acconnts, & service charge (8 1.2EM3)) will be assessed for
cach month that the balance at the end of the month is below
$300,

(b) Filing, issue, appeal, international-type search report,
intemational application processing, petition, and post-issu-
ance fees may be charged against those acconnts it sufticient
funds are on deposit to cover such fees, A general mtherization
tocharge all fees, oronly certain fees, setforth in §§ 1,160 1,18
to a deposit account containing sufticient funds may be fited in
an individual application, gither for the entire pendency of the
application or with respect 1o a particular paper filed. An
anthorization to charge to a depositaccount the fee for arequest
for reexamination pursuant o § LS10 and any other fees
required in g reexamination praceeding ina patent may atso be
filed with the request for reexamination, An anthorization (o
charge a fee toadepositaccoumt wilt not b considered payment
of the fee on the date the mithorization o charge the e s
elfective as to the pacticntar fee to bo charged nnless snfficient
funds are present in the accommt to cover the tee,

JOMRB Control Nos, 06510010 & 0651-.0014)
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(49 ER 883, Jun. 4, TORS, effective Apr, 1, 1984 47 FR 41274, Sept.
E7, 19RD, effective Oct, 1,1982; 50 FR 31820, Aug. 0, 1985, effective
Oct. 5, 1985)

§ 1.26 Refunds.

(1) Money paid by actual mistake or in excess, such as a
payment not required by taw, will be refunded, but a mere
change of purpose after the payment of money, as when a party
desires to withdraw an application, an appeat, or a request for
oral hearing, witl noi entitle a party to demand such a return,
Amounts of one dollar or less will not be returned unless
specifically demanded within a reasonable time, nor will the
payer be notified of such amount; amounts over one dollar may
be returned by check or, if requested, by credit o a deposit
aceount,

(h) |Reserved]

(¢) I the Commiissioner decides not o institute o reexanti-
nation proceeding, a refund of $1,500 witt be made to the
requester of the proceeding. Reexamination requesters should
indicate whether any refund should be made by check or by
credit to a deposit account,

(A7 FRA1274, Sepr 17,1982, effective Oct, 1, 1982; SOFR 31826
Aug. 6, 1985, effective Oct. §, 1985, para. (¢), 54 FR 6893, Feb. 15,
19849, effective Apr, 17, 1989

§ 1.27 Statement of stutus as small entity.

(a) Any person secking o establish status as a small entity
(& 1.9y of this part) for purposes of paying fees in an applica-
tion or o patent must file a verificd statement in the application
or patent prior to or with the first fee paid as a small entity. Such
a verified staiiement need only be filed once in an application or
patent and remains in cfleet until changed.

(b) Any verificd statement filed pursuant to paragraph (a) of

this section on behalf of an independent inventor must be signed
by the independent inventorexceptas provided in § 1.42,§ 1,43,
or § 147 of this part, and must aver that the inventor qualifics
as anindependent inventor in accordance with § 1.9(¢) of this
part, Where there are joint inventors in an application, cach
inventior must file a verified statement establishing status as an
independent inventorin order e qualify as asmall entity, Where
any rights have been assigned, granted, conveyed, or licensed,
or there is an obligation to assign, grant, convey, or license, any
rights to & small business concern, a noaprofit organization, or
any other individual, a verified statement must be filed by the
individuat, the owner of the small business concera, or an
official of the smatl business concern or nonprofit organization
empowered o act on behalf of the small business concern or
nonprofit organization averring to their status, For purposes of
averified statement under this paragraph, a license to a Federal
apency resutting frone o funding agreemient with that agency
pursnant o 35 U.S.C, 202(c)(4) does not constitute a license as
sef forth in § 1.9 of this part,

() Any verified statement filed pursuant to paragraph (a) of
this section on behalf of a small basiness concern must (1) be
sigaed by the owner or an official of the small business concern
cmpowered fo act on hehalf of the concern; (2) aver that the
concern quadifies as a small business concern as delined in §
1O and (3) aver that exclusive rights to the invention have
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been conveyed to and remain with the small business concern,
or if' the rights are not exclusive, that all other rights belong 0
small entities as defined in § 1.9. Where the rights of the small
business concern as a small entity are not exclusive, a verificd
statement must also be filed by the other small entitics having
rights averring to their status as such, For purposcs of a verificd
statement under this paragraph, a license to a Federal agency
resulting from a funding agrecment with thatagency pursuant Lo
35 U.8.C. 202(c)(4) docs not constitute a licensc as sct forth in
§ L9 of this part.

(d) Any verified statement filed pursuant to paragraph (@) of
this scction on behalf of a nonprofit organization must (1) be
signed by an official of the nonprofit organization empowered
toactonbehaifof the organization; (2) aver that the organization
qualifics as anonprofit organization as defined in § 1.9(c) of this
part specifying under which once of § 1.9(e)(1), (2), (3), or (4) of
this part the organization qualifics; and (3) aver that exclusive
rights (o the invention have been conveyed o and remain with
the organization or if the rights are not exclusive, that all other
rights belong to small entities as defined in § 1.9 of this part.
Where the rights of the nonprofit organization as a small entity
are not exclusive, a verified statement must also be filed by the
other small entitics having rights averring to their status as such,
For purposes of a verificd statement under this paragraph, a
license o a Federal ageney resulting from a funding agreement
with that agency pursuant to 35 U.S.C. 202(c)(@) docs not
constitute a conveyance of rights as sct forth in this paragraph,

[OMB Conirol No. 0651-0011]

4TFR 40139, Sept. 10, 1982, udded effective Oct, 1, 1982; para. (¢)
added, 47 FR 43276, Sept. 30, 1982; paras. (b), (¢), & (d), 49 FR 553,
Jan. 4, 1984, effective Apr. 1, 1984]

§ 1,28 Effect on lees of fatluee to establish statug, or
change status, as o small entity.

() The failure to establish status as a small entity (§§ 1.9(D
and 1,27 of this part) inany application or patent prior lo paying,
oratthe time of paying, any fee precludes payment of the fee in
the amount established for small entitics. A refund pursuant 1o
§ 1.26 of this part bascd on establishment of smalt entity status,
of aportion of [ees timely paid in full prior 1o establishing status
as a small entity may only be obtined if a verified statement
under § 1.27 and a request for a refund of the excess amount are
filed within two months of the date of the timely payment of the
full fee. The two month time period is not extendable under §
1.136. Status as asmall entity is waived for any fee by the failure
(o establish the status prior to paying, at the time of paying, or
within two months of the date of payment of, the fee. Status as
a small entity mast be specifically established by a verilied
statement filed in cach application or patent in which the status
is available and desired, exeept those applications filed under §
1.60 or § 1,62 of this part where the status as a small entity has
been established in a parent application and is still proper. Once
status as a smatl entity has been established in an application or
patent, the status remains in that application or patent without
the filing of a further verified statement pursuant o § 1.27of this
part untess the Office is notified of a change in status, Status as
a small entity in one application or patent does not alfeet any
other application or patent, including applications or patents
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which are directly or indirectly dependent upon the application
or patent in which the status has been established, except those
filed under § 1.60 or § 1.62 of this part, Applications filed under
§ L.60or § 1.62 of this part must include a reference to a verified
statement in a parentapplication if status as a smail entity is still
proper and desired.

(1) Once status as a small entity has been established in an
application or patent, fees as a small entity may thercafter be
paid in that application or patent without regard to a change in
status until the issue fee is duc or any maintenance fec is due.
Notification of any change in status resulting in loss of entitle-
ment o small entity siatus must be filed in the application or
patent prior to paying, or at the time of paying, the carlicstof the
issu¢ fee or any maintenance fee due after the date on which
status as a small entity is no longer appropriate pursuant 10 § 1.9
of this part. The notification of change in status may be signed
by the applicant, any person authorized to sign on behalf of the
assignee, or an attorncy or agent of record or acting in a
representative capacity pursuant 1o § 1.34(a) of this part,

() If status as a small entity is established in good faith, and
fces as a small entity are paid in good faith, in any application
or paient, and it is later discovered that such status as a smatl
entity was established in error or that through crror the Office
was not notified of a change in status as required by paragraph
(b) of this scction, the error will be excused (1) if any deficiency
between the amount paid and the amount due is paid within three
monihs after the date the error occurred or (2) if any deficiency
hetween the amount paid and the amosnt due is paid more than
three months after the date the error occurred and the payment
is accompanicd by a verificd statement explaining how the error
in good faith occurred and how and when it was discovered.

({1 Any attempt to fraudulently (i) establish status as ¢
small entity or (ii) pay fees as a small entity shall be considered
as a fraud practiced or attempied on the Office.

(2) Improperly and thraugh gross negligence (i) establish-
ing statns as a small entity or (i) paying fees as a small entity
shall be considered as a fraud practiced or attempted on the
Office. See §§ 1.56(d) and 1.555 of this part.

{47 FR 40140, Sept. 10, 1982, added effective Oct. 1, 1982; para.
(a), 49 FR 553, Jun. 4, 1984, effective Apr. 1, 1984}

Subpart B - Nationai Processing Provisions

PROSECUTION OF APPLICATION AND
APPOINTMENT OF ATTORNEY OR AGENT

§ 1,31 Applicants may be represenied by & registered
attorney or agent.

An applicant for patent may file and prosceute his or her
own case, or hic or she may be represented by a registered
attorney, registered agent, or other individual autherized 10
practice hefore the Patentand Trademark Office in patent cascs,
See §§ 10.6 and 10.9 of this subchapter, The Patent and Trade-
mark Office cannot aid in the selection of a registered atorney
or agent,

[OMB Control No, 0651-00.11]
150 1R 5171, Feb. 6,1985, effective Mar, 8, 1985)
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§ 1.32 Prosecution by assignee.

The assignee of record of the eatire interest inan application
for patent is entitled (o conduct the prosccution of the applica-
tion to the exclusion of the inventor.

§ 1.33 Correspondence respecting patent applications,
reexamination proceedings, and other proceedings.

(a) The residence and post office address of the applicant
must appear in the oath or declaration if not stated elsewhere in
the application, The applicant may also specify and an attorney
or agent of record may specify a correspondence address to
which communications about the application arc to be dirccted.
All notices, official letters, and other communications in the
casc will bedirected tothe correspondence address or, if no such
correspondence address is specified, to an attorney or agent of
rccord (scc § 1.34(b)), or, il no attorney or agent is of record, to
the applicant, or to any assignee of record of the entire interest
ifthc applicant or such assignee so requests, or to an assignec of
an undivided part if the applicant so requests, at the post office
address of which the Office has been notified in the case.
Amendments and other papers filed in the application must be
signed: (1) By the applicant, or (2) if there is an assignee of
record of an undivided part interest, by the applicant and such
assignee, or (3) if there is an assigiee of record of ihe entire
intere.t, by such assignee, or (4) by an attorney or agent of
record, or (5) by arcgistered attorney or agent not of record who
acts in a representaiive capacity under the provisions of §
1.34(a). Double correspondence with an applicant and his
attorney or agent, or with more than one attorney or agent, will
not be undertaken. I more than one attorney or agent be made
of record and & correspondence address has not been specified,
correspondence will be held with the one last made of record.

(b) An applicant who has not made of record a registered
attorney or agent may be required Lo state whether he received
assistance in the preparation or prosccution of his application,
for which any compensation or consideration was given or
charged, and if 5o, i disclose the name or names of the person
or persons providing such assistance, This includes the prepara-
tion for the applicant of the specification and amendments or
other papers to be filed in the Patent and Trademark Office, as
well as other assistance in such matters, but docs not include
mercly making drawings by draftsmen or sienographic services
in typing papers.

() All notices, official letters, and other communications
for the patent owner or owners in & reexamination proceeding
will be directed to the attorney or agent of record (see § 1.34(Dh))
in the patent file at the address listed on the register of patent
attorneys and agents maintained pursuant to §8§ 10.5 and 10,11
or, if no attorney or agent is of record, to the patent owner or
owners at the address or addresses of record. Amendments and
other papers filed ina reexamination proceeding on behatf of the
patent owner must he signed by the patent owaer, or if there is
more than one owner by all the owners, or by an attorney or
agent of record in the patent file, or by a registered attorney or
agent not of record who acts in a representative capacity under
the provisions of § 1.34(a). Double correspondence with the
patent owner or owners and the palent owner’s altomey or
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agent, or with more than one attorney or agent, will not be
undertaken. If more than one attorncy or agent is of record and
a correspondence address has not been specified, correspon-
dence will be held with the last attorney or agent made of record.

(d) A “correspondence address” or change thereto may be
filed with the Patent and Trademark Office during the enforce-
able life of the patent. The “correspondence address™ will be
uscd in any correspondence relating to maintenance {ces unless
ascparate “fee address™ has been specified. See § 1.363 for“lee
address” used solely for mainicnance fee purposes.

{OMB Control No. 0651-0010 & 0651-0013)

[36 FR 12617, July 2, 1971; 46 FR 29181, May 29, 1981; pura. (d)
added, 49 FR 34724, Aug. 31, 1984, elfcective Nov., 1, 1984; para. (¢),
S50 FR 5171, Feb. 6, 1985, effcctive Mar, 8, 1985])

§ 1.34 Recognitian for representation.

(a) When a registercd attomey or agent acting in a represcn-
tative capacily appears in person or Signs a paper in practice
before the Patent and Trademark Office in a patent case, his or
her personal appearance or signature shall constitute a eepresen-
tation to the Patent and Trademark Office that under the provi-
sions of this Subchapter and the taw, he or she is authorized to
represent the particular party in whose behalf he or she acts, In
filing such a paper, the registered autorney or agent should
specify his or her registration number with his or her signature.
Further proof of authority toactin a representative capacity may
be required.

(b) When an attorncy or agent shall have filed his or her
power of attorney, or authorization, duly executed by the person
or persons entitled to prosecute an application or & patent
involved in a reexamination proceeding, he or she is a principai
attorney of record in the case. A principal attorney or agent, so
appointed, may appoint an associate attorney or agent who shall
also then be of record.

{OMB Conirol No. 0651-0011}

{46 FR 29181, May 29, 1981; para. (a), SO FR 5171, Feb. 6, 1985,
effective Mar. 6, 1985)

§ 1.36 Revocation of power of attorney or anthoriz.tion;
withdrawai of attorney or agent.

A power of attorney or authorization of agent may be
revoked atany stage in the procecdings of acase, and an attorney
oragent may withdraw, upon application to and approval by the
Comimissioner. An attomey or agent, except an associate attor-
ney or agent whose address is the same as that of the principal
auorney or agent, wilt be noiificd of the revocation of the power
of attorney or authorization, and the applicant or patent owner
will be notificd of the withdrawal of the attorney or agent. An
assignment will not of itself operate as a revocation of a power
or authorization previously given, but the assignee of the entire
interest may revoke previous powers and be represented by an
auorney or agentof the assignee's own selection, See § 1.613(d)
for withdrawal of an attorney or agent of record in an interfer-
cnce.

{OMB Control No. 0651-0011}

{49 FR 48416, Dec. 12, 1084, effective Feb. 11, 1985]
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§ 1.45
WHO MAY APPLY FOR A PATENT

§ 1.41 Applicant for patent.

(@) A patent must be applicd for in the name ol the actual
inventor or inventors. Full names must be stated, including the
family name and at least one given name without abbreviation
together with any other given name or initial,

(b) Unless the contrary is indicated the word “applicant”
when used in these sections refers to the inventor or joint
inventors who arc applying for a patent, or (o the person
mentioned in §§ 1.42, 1.43 or 147 who is applying for a paent
in place of the inventor.

(c¢) Any person authorized by the applicant may file an
application for patent on behalf of the inventor or inventors, but
an oath or declaration for the application (§ 1.63) can only be
made in accordance with § 1.64,

(d) A showing may be reqguired from the person filing the
application that the filing was authorized where such anthoriza-
tion comes into question,

[48 FR 2708, Jan, 20, 1983; 48 FR 42X5, Jan. 31, 943}

§ 1.42 When the inventor is dead.

In case of the death of the inventor, the legal representative
(exceutor, administrator, ctc.) of the deceased inventor may
make the necessary oath or declaration, and apply for and obtain
the patent. Where the inventor dies during the time intervening
between the filing of the application and the granting of a patent
thereon, the letters patent may he issued o the legal representa-
tive upon proper intervention,

{48 FR 2709, Jan. 20, 1983, elfective Feb. 27, [983]

§ 1.43 When the inventor is insane or legally
incapacitated.
In case an inventor is insane or otherwise legally incapaci-
tated, the fegal representative (guardian, conservator, cic.) of
such inventor may make the necessary oath or declaration, and

apply for and obtain the patent.
48 FR 2709, Jun, 20, 1983, effective Feb, 27, 1983}

§ 1.44 Proof of auihority,

In the cases mentioned in §§ 1.42 and 1.43, proof of the
power or authority of the legal representative mast be recorded
in the Patent and Trademark Office or filed in the application
before the grant of a patent.

§ 1.45 Joint inventors,

(8) Joint inventors must apply for a patent jointly and cach
must make the required oath or declaration; neither of them
alone, nor less than the entire number, can apply for a patent for
an invention invented by them jointly, except as provided in §
1.47,

(b) Inventors may apply for a patent jointly ¢ven though

(1) They did not physically work together or at (he same
time,

(2) Each inventor did not make the same amount of contri-
bution, or

(3) Each inventor did not make a contribution to the subject
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matter of every claim of the application,

(¢) If multiple inventors are named in an application, cach
named inventor must have made a contribution, individually or
jointly, to the subject matter of at least one claim of the
application and the application will be considered 1o be a joint
application under 35 U.S.C. 116.

[Paras. (b) & (¢), 47 FR 41274, Sept. 17, 1982, effective Oct. |,
1982; 48 FR 2709, Jan, 20, 1983, effective Feb, 27, 1983; 50 FR 9379,
Mar. 7, 1985, effective May 8, 1985}

§ 1.46 Assigned inventions and patents.,

Incase the whole or a part interest in the invention or in the
patent 1o be issued is assigned, the application muststill be made
or authorized to be made, and an oath or declaration signed, by
the inventor or one of the pessons mentioned in §§ 1.42,1.43,0r
1.47. However, the patent may be issucd 1o the assignee or
jointly to the inventor and the assignee as provided in § 1,334,

144 FR 2709, Jan. 20, 1983, cffective Feb, 27, 1083 )

§ 1.47 Filing when an inventor refuses to sign or cannot
be reached.

(@) H a joint inventor refuses o join in an application for
patentor cannot be found or reached after diligent effort, the ap-
plication may be made by the other inventor on behalf of himself
or hersell and the omited inventor, The oath or declaration in
such an application must be accompanied by a petition includ-
ing proof of the pertinent facts and by the required fee (§ 1.17(h))
and must state the last known address of the omitted inventor,
The Patent and Trademark Office shall forward notice of the
filing of the application to the omitted inventor at said address,
Should such notice be retsrned to the Office undelivered, or
should the address of the omitted inventor be unknown, notice
of the (ling ol the application shall be publishied in the Official
Guzedte, The omitted invertor may subsequently join in the
application on filing an oath or declaration of the character
required by § 1.63. A patent may be granted to the inventor
making the application, upon a showing satisfactory to the
Commissioner, subject to the same rights which the omitted
inventor would have had if he or she had been joined,

(b) Whenever an inventor refuses 10 exceute an application
for patent, or cannot be found or reached after diligent effort, a
person to whom the inventor has assigned or agreed in writing
to assign the invention or who otherwise shows sufficient
proprictary interest in the matter justifying such action may
make applicaticn for patent on behall of and as agent for the
inventor. The oath or declaration in such an application must be
accompaniced by apetition including proof of the pertinent facts
and ashowing that such action is necessary to preserve the rights
of the partics or to prevent irreparable damage, and by the
required fee (§ 1.17(h)) and must state the last known address of
the inventor. The assignmeni, writien agreement (0 assign or
otherevidence of proprictary interest, or a verificd copy thereof,
must be filed in the Patent and Trademark Office, The Office
shall forward notice of the filing of the application 10 the
inventor at the address stated in the application, Should such
notice be returned 10 the Office undelivered, or should the
address of the inventor be unknown, notice of the filing of the
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application shall be published in the Official Gazeue, The
inventor may subscquently join in the application on filing an
oath or declaration of the character required by § 1.63. A patenl
may be granted to the inventor upon a showing satisfactory 10
the Commissioner,

[47 FR 41275, Sept. 17, 1982, effective Oct, 1, 1982: 48 FR 2709,
Jan. 20, 1983, elfective Feb, 27, 1983,

§ 1.48 Correction of inventorship.

(a) If the correct inventar or inventors arc not named in an
application for patent through crror without any deceptive
intention on the part of the actual inventor or inventors, the
application may be amended toname ondy the actual inventor or
inventors. Such amendment must be diligently made and must
be accompanied by (a) a petition including a statement of facts
verified by the original named inventor or inventors ¢stablish-
ing when the error without deceptive intention was discovered
and how it occurred; (by an oath or declaration by cach actual
inventor or inventors as reguired by § 1.63; (¢) the fee set forth
in § 1.17(h); and (d) the written consent of any assignee, When
the application is involved in an interference, the petition shall
comply with the requirements of this section and shall he
accompanicd by a motion under § 1.634.

(b) If the correctinventors are named inthe application when
filed andt the prosccution of the application results in the
amendment or cancellation of claims so that !ess than all of the
originally named inventors are the actal inventors of the
invention heing claimed in the application, an amendment shall
be filed deleting the names of the person or persons who are not
inventors of the invention being claimed. The amenchiment must
he diligeatly made and shall be accompanied by;

(1) A petition including a statement identifying cach named
inventor who is being deleted and acknowledging that the
inventos's invention is no longer being claimed in the applica-
tion, and

(2) The fec set forth in § 1.17(h).

(¢) I an application discloses unclaimed subject matier by
aninventor or inventors notnamed in the application, the appli-
cation may be amended pursuant to paragraph (a) of this section
o add claims to the subject matter and name the correct
inventors for the application,

{OMB Control No. 0651-0018]

[48 FR 27019, Jun. 20), 1983, effective Feb. 27, 1983; 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; 50 FR 9379, Mar. 7, 1985,
effective May 8, 1985)

THE APPLICATION

§ 181 General requisites of an application,

(1) Applications for patents must be made to the Commis-
sioner of Patents and Trademarks, A complete application
comprises:

(D A specification, including aclaimor claims, see §§ 1.71
to 1.77,
(2) An oath or declaration, sec §§ 1.63 and 1.68
(3) Drawings, when necessary, sce §§ 1.81 1o 1.88.
(4) The prescribed filing foe, sce § 1.16,
(b) Applicants are encouraged to file an information disclo-
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sure statement, Sce §§ 1.97 through 1.99.

(c) Applicants may desirc and arc permitted to file with, or
in, the application an authorization to charge, at any time during
the pendency of the application, any fees required under any of
§8 1.16 1o 1.18 to a deposit account established and maintained
i accordance with § 1,25,

[42 FR 5593, Jan, 28, 1977; puras. (a) & (c), 47 FR 41275, Sept. 17,
1982, effective Oct, 1, 1982; paras (a) & (b), 48 FR 2709, Jan. 20, 1983,
effective Feb, 27, 1983]

§ 1.52 Language.paper, writing, margins.

(a) The application, any amendments or corrections thercto,
and the oath or declaration must be in the English language
exceptas provided forin § 1.69 and paragraph (d) of this section,
or be accompanicd by a verificd translation of the application
and a translation of any corrections or amendments into the
English language. Al papers which are 1o become a part of the
permancni records of the Patent and Trademark Office must be
legibly written, typed, or printed in permanent ink or its cquiva-
fent in quality. All of the application paper« nust be presented
in a form having sufficient clarity and « antrast between the
paper and the writing, typing, or printing tmecreon to permit the
direct reproduction of readily legible copies in any number by
use of photographic, clectrostatic, photo-offsct, and microfilm-
ing processes. If the papers are not of the required quality,
substitute typewritten or printed papers of suitable quality may
be required.

(b) The application papers (specification, including claims,
abstract, cath or declaration, and papers as provided for in §§
1.42, 1.43, 1.47, ete.) and also papers subscquently filed, must
be plainly written on but one side of the paper. The size of all
sheets of paper should be 8 1o 8 1/2 by 10 1/2 10 13 inches (20.3
10 21.6 cm, by 26.6 10 33.0 cm.). A margin of at lcast approxi-
mately one inch (2.5 cm.) must be reserved on the lefi-hand of
vach page. The top of cach page of the application, including
claims most have a margin of at least approximately 3/4 inch
(2 em.). The fines must not e crowded too closely together;
typewritten lines should be 1 1/2 or double spaced. The pages
of the application including claims and abstract should be
numbered consecutively, starting with 1, the numbers being
centrally located above or preferably, below, the text,

(c) Any interlincation, erasure, or cancellation or other al-
teration of the application papers filed must be made before the
signing of any accompanying oath or declaration pursuant (o §
1.63 referring to those application papers and should be dated
and initialed or signed by the applicant on the same sheet of
paper. No such alterations in the application papers are permis-
sible after the signing of an oath or declaration referring (o those
application papers (§ 1.56(¢)). After the signing of the oath or
declaration referring o the application papers, amendments
may only be made in the manner provided by §§ 1,12Hand 1,123
through 1,125,

() An application may be fited in a language other than
English, A verified English translation of the non-English-
language application and the fee set forth in § L17(k) are
required to be filed with the application or within such time as
may he set by the Office.
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|OMB Control No. 0651-0011]

[43 FR 20462, May 11, 1978; paras. (a) & (d), 47 FR 41275, Sept.
17, 1982, effective Oct, 1, 1982; para. (¢), 48 FR 2709, Jan. 20, 1983,
effective Feb. 27, 1983; par. (d), 49 FR 554, Jan. 4, 1984, effective Apr.
1, 1984]

§ 1.53 Serial number, filing date, and completion of
application.

(a) Any application for a patent received in the Patent and
Trademark Office will be assigned a serial number for identifi-
cation purposcs.

(b) The filing date of an application for patent filed under this
scction is the date on which: (1) a specification containing a
description pursuant to §1.71 and at least once claim pursuant to
§1.75; and (2) any drawing required by §1.81(4), arc filed in the
Patent and Trademark Office in the name of the actual inventor
or inventors as required by §1.41. No new matter may be
introduced into an application after its filing date (§1.118). 1f all
the names of the actual inventor or inventors arc not supplied
when the specification and any required drawing are filed, the
application will not be given a filing date carlicr than the date
upon which the names are supplicd unless a petition with the fee
sct forth in §1,17()(1) is filed which scis forth the reasons the
delay in supplying the names should be excused. A contimuation
or divisional application (filed under the conditions specifiedin
35U.8.C. 120 or 121 and §1.78(a)) may be filed pursuant to this
section, §1.60 or §1.62. A continuation-in-part apptication may
be filed pursuant to this scction or §1.62.

(c¢) If any application is filed without the specification,
drawing or namce, or names, of the actual inventor or inventors
required by paragraph (b) of this section, applicant will be so
notificd and given a time period within which to submit the
omitted specification, drawing, name, or names, of the actual
inventor, or inventors, in order to obtain a filing date as of the
date of filing of such submission. A copy of the "Notice of
Incomplete Application” form notifying the applicant should
accompany any response thereto submitted to the Office. If the
omission is not corrected within the time period sct, the appli-
cation will be returned or otherwise disposed of; the fee, if
submitted, will be refunded less the handling fee sct forth in
§1.21(n).

(d) If an application which has been accorded a filing date
pursuant to paragraph (b) of this scction does not include the
appropriate filing fee or an oath or declaration by the applicant,
applicant will be so notified, if a correspondence address has
been provided and given a period of time within which to file the
fee, oath, or declaration and to pay the surcharge as sct forth in
§ 1.16(c) in order to prevent abandonment of the application, A
copy of the "Notice to File Missing Parts" form mailed 10
applicant should accompany any response thereto submitted to
the Office. If the required filing fee is not timely paid, or if the
processing and retention fee set forth in § 1.21(0) is not paid
withinonc year of the date of mailing of the notification required
by this paragraph, the application will be disposed of. No copices
will be provided or certificd by the Office of an application
which has been disposed of or in which neither the required
basic filing fee nor the processing and retention fee has been
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paid. The nofification pursuant to this paragraph may be made
simolancously with any notification pursuant to paragraph (¢)
of this section. I no correspondence address is included in the
application, applicant has two months from the filing date to file
the basic filing fee, oath or declaration and to pay the surcharge
as set forth in § 1.16(e) in order to prevent abandonment of the
application; or, if no basic fiting fee has been paid, one year from
the filing date to pay the processing and retention fce set forth
in § 1.21(1) to prevent disposal of the application,

(c) An application for a patent will not be placed upon the
files for cxamination until all its requirced parts, complying with
the rules relating thereto, are received, except that certain minor
informalitics may be wa.ved subject 0 subsequent correction
whenever required.

(1) The filing date of an international application designating
the United States of America shall be treated as the filing date
inthe United States of America under PCT Article 11(3), except
as provided in 35 U.S.C. 102(¢).

(48 FR 2700, Jan. 20, 1983, effective Feb, 27, 1983; paras. (b) &
(d), 49 FR 554, Jan. 4, 1984, effective Apr, 1, 1984; para. (¢), 50 FR
31K26, Aug. 6, 1985, effective Oct. 5, 1985; paras. (c) & (d), 53 FR
47808, Nov. 28, 1988, effective Jan. 1, 1989; paras. (b) & (¢), 54 IR
47518, Nov. 15, 1989, effective Jan, 16, 1990)

§ 1.54 Parts of application to be filed together; filing
receipt,

() luis desirable thatall parts of the complete application be
deposited in the Office together; otherwise a tetier must accom-
pany cacht part, accurately and clearly connecting it with the
other parts of the application, Sce § 1.53 with regard to comple-
tion of an application.

(b) Applicant witl be informed of the application scrial num-
ber and filing datc by a filing receipt.

{48 FR 2716, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.85 Claim for foreign priority.

(@) Anapplicant may claim the benefit of the filing date of

a prior forcign application under the conditions specificd in 35
U.S.C. 119 and 172. The claim to priority need be in no special
form and may be made by the attorney or agent if the forcign
application is referred to in the odth or declaration as required by
§1.63. The claim for priority and the certificd copy of the foreign
application specificed in the second paragraph of 35 U.S.C. 119
must be filed in the case of an interference (§1.630); when
necessary to overcome the date of areference relied upon by the
examiner; or when specifically required by the examiner; and in
all other cases they must be filed not later than the date the issue
fee is paid. If the papers filed are not in the English language, a
transtation need not be hied cexcept in the three particular
instances specified in the preceding sentence, in which event a
sworn transfation or a translation certificd as accurate by a
sworn or official transtator must be filed. If the priority papers
are submitted afier the date the issue fee is paid, they must be
accompaniced by a petition requesting their entry and the fee set
forth in §1.173i)(1).

() An applicant may under certain circumstances claim
priority on the basis of an application for an inventor's certifi-
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cate in a country granting both inventor's certificates and
patents. When an applicant wishes to claim the right of priority
as to a claim or claims of the application on the basis of an
application for an inventor's certificate in such acouniry under
IS US.C. 119, last paragraph (as amended July 28, 1972), the
applicant or his or her attomney or agent, when submitting a
claim for such right as specified in paragraph (a) of this section,
shatl include an affidavit or declaration including a specific
statement that, upon an investigation, he or she has satisficd
himself or hersell’ that to the best of his or her knowledge the
applicant, when filing his or her application for the inventor's
certificate, had the option to fite an apptication either fora patent
or an inventor's certificate as to the subject matter of the
identified claim or claims forming the basis for the claim of
priority.

{Para. (), 48 FR 41275, Sept, 17, 1982, effective Oct, 1 1982; 48
FR 2710, Jan. 20, 1983, effecuve Feb, 27, 1983; par. (b), 49 FR 554,
Jun. 4, 1984, effective Apr. 1, 1984; para, (n), 49 FR 48416, Dec, 12,
1984, effective Feb, 11, 1985; para, (n), 54 FR 6893, Feb. 15, 1989, 54
FR 9432, March 7, 1989, cffective Apr. 17, 1989; para. (n), 54 FR
47518, Nov, 15, 1989, effective Jan, 16, 1990}

§ 1.56 Duty of disclosure; fraud; striking or rejection
of applications.

(a) A duty of candor and good faith toward the Patent and
Trademark Office rests on the inventor, on ¢ach attorney or
agent who prepares or prosecutes the application and on every
other individual who is substantively involved in the prepara-
tion or proscecution of the application and who is associated with
the inventor, with the assignee or with anyone to whom there is
an obligation to assign the application, All such individuals
have a duty to disclose o the Office information they are aware
of which is material to the examination of the application. Such
information is material where there is a substantial likelihood
that a rcasonable examiner would consider it important in
deciding whether o allow the application to issue as a patent.
The duty is commensurate with the degrec ol involvementin the
preparation or prosecution of the application,

(b) Disclosures pursuant to this section must be accompa-
nicd by acopy of each forcign patent document, non-patent pub-
lication, or other non-patent item of information in written form
which is being disciosed or by a statement that the copy is not
in the possession of the person making the disclosure and may
be made to the Office through an attorney or agent having re-
sponsibility for the preparation or prosecution of the application
or through an inventor who is acting in his or her own behalf.
Disclosure to such an attorney, agent, or inventor shall satisly
the duty, with respect to the information disclosed, of any other
individual, Such an attorney, agent or inventor has no duty to
transmit information which is not material to the examination of
the application,

(¢) Any npplication may be stricken from the files if:

(1) An oath or declaration pursuant to § 1.63 is signed in
blank;

(2) An oath or declaration pursuant 10 § 1.63 is signed
without review thercof by the person making the oath or
declaration;
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(3) An oath or declaration pursuant 10 § 1.63 is signed
without review of the specitication, including the ¢laims, as
required by § Lo3I(D); or

(4) The application papers filed in the Office are altered
alter the signing of an oath or dectaration pursuant to § 1.63
referring to those application papers,

(d) Nopatent will be granted on an application in connection
with which frand on the Office was practiced or atiempted or the
duty of disclosure was violated theough bad (aith or gross
negligence. The claims in an application shall be rejecied if
upon examination puesunnt 10 35 US.C. 131 and 132, it is
established by clear and convinging cvidence (1) that any fraud
was practiced or attempted on the Office in connection with the
application, or in conneetion with any previous application
upon which the application relies, or (2) that there was any
violation of the duty of disclosure through bad faith or gross
negligence in connection with the application, or in connection
withany previous applicationupon which the application velies,

(¢) The examination of an application for compliance with
paragraph () of this section will normally be delayed until such
time as (1) all other matters are resolved, or (2) appellant's reply
briel pursuant 10 § 1.193(h) has been eeccived and the applica-
tion is otherwise prepared for consideration by the Board of
Patent Appeals and Interferences, at which time the appeal will
be suspended for examination pursuant 1o paragraph () of this
section, The prosceution of the application will be reopened to
the extent necessary o conduct the examinaiion pursuant 1o
paragraph (1) of this section including any appeal pussuant 10 §
L191, Wanappeal bas already been filed based on arejection on
aiher grounds, any further eejection under this section shail be
treated in accordance with § 1,193(¢),

() Any member of the public may seek to have an applica-
tion stricken from the fites pursnant 1o parageaph (¢) of this
section by filing o timely petition to strike the application from
the files. Any such timely petition and any accompanying
pupers will be entered in the application file i the petition and
uccompanying papers (1) specifically identify the application 1o
which the petition is directed, mnl (2) are cither served upon the
applicant in accordance with § 1,248, or filed with the Office in
duplicate in the event seevice is not possible, Any such petition
filed by anattorney oragent must be incompliance with § 10,18,

() A petition to strike an application from the files submit-

ted in accordance with the second sentence of paragraph () of

this section will be considered by the Office. An acknowledg-
ment of the entry of such a petition in a reissue application file
will be sent o the member of the public filing the petition, A
member of the public filing such o petition in an application for
anoriginal paent will notreceive any communications {from the
Office relmg 1o the petition, other than the return of a seif-
addressed posteard which the member of the public may include
with the petition inorder to rececive an acknowledgement by the
Oftice that the petition has been reccived, The Office will
conmumicate with the applicant regarding any such petition
eatered in the application file and may require the applicant to
respond (o the Office on matters raised by the petition, The
active participation of the member of the publie filing a petition
pursuant o parageaph (0 ot this section ends with the filing of
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the petition and no further submission onbehalf of the petitioner
will be acknowledged or considered unless such submission
raises new issucs which could not have been caelicr presented,
and thereliy constitutes a new petition,

(h) Any member of the public may seek (o have the claims
in an application rejected pursnant to paragraph (d) of this
section by filing a timely protest in accordance with § 1.291,
Any such protest filed by an attomey or agent must be in
compliance with § 10.18.

(i) The Office may require applicant to supply information
pursuant o paragraph (@) of this section in order for the Office
to decide any issues relating to paragraphs (¢) and (d) of this
section which are raised by a petition or a protest, or are
otlerwise discovered by the Office,

() I any disclosure pursuant to this section does not include
acopy of cach forcign patentdocument, non-patent publication,
orother non-patent item of information in written form which is
being disclosed or o staement that o copy thereof is not in the
possession of the person making the disclosuee, applicant will
be so notified and given a period of time within which to file the
copy or & statement that a copy is not in the possession of the
person making ihe disclosure, The time period set may be
extended under § 1,136,

{OMB Control No, 06510011}

(42 FR 5593, Jan, 28, 1977, paras. () & (¢) - (i), 47 FR 21751, May
19, 1982, offective July 1, 1982: para, (¢), 48 FR 2710, Jan. 20, 1983,
effective Fob, 27, 1983; paras. (b)) & (§), 49 FR 554, Jan. 4, 1984,
effective Apr. 1, 1984; puras. (d) & (), 530 FR 5171, Feb. 6, 1985,
effective Mar. 8, 198S; pura. (¢), 53 FR 47808, Nov, 28, 1988, effective
Jan. 1, 1989)

§ 1.57 [Reserved)
(48 FR 2710, Jan. 20, 1983, effective Feb, 27, 1983]

§ 1,88 Chemical and mathematical formulas and tables,

(@) ‘The specification, including the claims, may contain
chemical and mathematical formnlas, but shall not contain
drawings or flow diagrams. The description portion of the
specification may contain tables; claims may contain tables
cither il necessary 1o conform 1o 35 US.C. 112 or il otherwise
found to be desirable.

{b) All tables andt chemical and mathematical formulas in
the specification, including claims, and amendments thereto,
must e on paper which is flexible, strong, white, smooth,
nonshiny, and durable in order 10 permit use a8 camern copy
when printing any patent which may issue. A good grade of
bond paper is acceptable; watermarks shoutd not be prominent,
Indlia ink or its equivalent, or solid black typewriter, should be
used to secure perfectly black solid tines.

(©) o facilitate camera copying when printing, the width of
formulas and tables as presented should be limited normally 1o
§inches (12,7 cm.) so that it may appear as a single column in
the pringed patent, I it is not possible to limit the width of &
formula or wble 10 § inches (12,7 em)), it is permissidle to
present the formula or table with a maximam width of 10 3/4
inches (27.3 em.) and to place it sideways on the sheet. Type-
wrilten characters used in such formutas and tables must be from
a block (nonseript) type font or ledtering style having capital
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letters which are at teast Q.08 inch (2.1 mm) high (e.g. clite
type), Hand lettering must be neat, clean, and have a minimum
characterheightof .08 inch (2.1 mm.). A spaccatleast 1/4 inch
(6.4 mm,) high should be provided between complex formulas
and tables and the text. Tables should have the lines and columng
of data closely spaced o conserve space, consistent with high
degree of legibility.
[43 FR 20463, May 11, 1978)

§ 1.59 Papers of application with filing date not to be
returned,

Papers in an application which has received a filing date
pursuant to § 1.53 will not be returned forany puipose whatever.,
I applicants have not preserved copies of the papers, the Office
will furnish copics at the usual cost of any application in which
cither the required basic filing fee (8 1.16) or the processing and
retention fee (§ 1.21(1) has been paid, Sce § 1.618 for return of
unanthorized and improper papers in interferences,

48 FR 2710, Jan. 20, 1983, effective Feb, 27, 1983; 49 FR 554, Jan,
4, 1984, effective Apr, 1, 1984; 49 FR 48416, Dec, 12, 1984,; 50 FR
23123, May 31, 1985, effective Feb. 11, 1985]

§ 160 Continustion or divisional application for
invention disclosed in a priov application,

(1) |RESERVED]

(b)Y Anapplicant may omit signing of the oath or declaration
in a continuation or divisional application (filed under the
conditions specificd in 35 U.5.C, 120 0r 121 and §1.78(a)) if (1)
the prior application was a complete application as set forth in
§1.50(), (2) applicant indicates that the application is being
filed pursuant (o this section and files a true copy of the prior
complete application as filed including the specification (in-
chiding claims), drawings, oath or declaration showing the
signature or an indication it was signed, and any amendments
referred (o i the oath or declaration fited to coniplete the prior
application, (3) the inventors named in the continuation or
divisional application are the same or less tsan afl the inventors
maned in the prior application, and (4) the application is fited
before the patenting or abandonment of or termination of
proceedings on the prior application. The copy of the prior
application must be accompanicd by a statement that the appli-
cation papers filed ase a true copy of the prior application and
that no amendments referred 1o in the oath or dectaration filed
tocomplete the prior application introduced new matter therein,
Such statement must be by the applicant or applicant's attorncy
or agent and must be averificd statement il made by aperson not
registered (o practice before the Patent and Trademark Office,
Only amendments reducing the number of claims or adding a
reference o the prior application (§1,78(a)) will be eatered
before caleulating the fiting fee and granting the filing date. 1f
the continuation or divisionat application is fited by less thanall
the inventors named in the prior application, a statement must
accompany the application when filed requesting deletion of the
names of the person or persons who are not inventors of the
invention heing claimed in the continuation or divisional appli-
cation, if a true copy of the prior application as filed is not filed
with the application or if the statemeni that the application
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papers are & true copy is omitied, the application will not be
given afiling date carlicr than the date upon which the copy and
statement are fited, unless a petition with the fee set forth in
§1.170)(1) is filed which satistactorily expluins the delay in
filing these items.

(c) If an application filed pursuant to paragraph (b) of this
section is incomplete, applicant will be notified and given atime
period within which (o complete the application in order o
obtain a filing datc as of the date of filing the omiued item
provided the omitted item is filed before the patenting or
abandonment of or termination of proceedings on the prior
application. If the omission is not corrected within the time
period set, the application will be returned or otherwise dis-
posed of the fee, il submitted, will be refunded less the handling
fee set forth in §1.21(n),

[OMB Control No. 0651-0011]

(48 FR 2710, Jun. 20, 1983, effective Feb, 27, 1983, 49 FR 554, Jan,
4, 1984, effective Apr, 1, 1984 50 FR 9379, Mar, 7, 1985, effective
May 8, 1985; paras. (n), (D) & (¢), 54 'R 47519, Nov. 1§, 1989,
effective Jan, 16, 1990)

§ 1.61 [Reserved)
(Editor's note: Substance moved 10§ 1.494)
(52 R 20046, May 28, 1987, effective July 1, 1987]

§ 1.62 File wrapper continuing procedure

W) A continuation, continuation-in-part, or divisional appli-
cation, which nses the specification, drawings and oath or dec-
laration from a prior complete application (§ 1.51¢a)) which is
10 be abandoned, may be filed before the payment of the issue
fee, abandonment of, or termination of proceedings on the prior
application. The filing date ol an application filed under this
section is the date on which a request is filed for an application
under this section including identification of the Serial Number,
filing date, and applicant’s name of the prior complete applica-
tion. If the continuation, continuation-in-part, or divisional
application is tiled by less than all the inventors named in the
prior application a statcment must accompany the application
when filed requesting deletion of the names of the person or
persons who are not inventors of the invention being claimed in
the continnation, continnation-in-part, or divisional applica-
tion,

(b) The filing fee for acontinnation, continuation-in-part, or
divisional application under this section is based on the number
of claims remaining in the application after entry of any prelimi-
nary amendment and entry of any amendments under § 1,116
unentered in the prior application which applicant has requested
10 be entered in the continuing application,

(¢) In the case of a continuation-in-part application which
adds and claims additional disclosure by amendment, an oath or
declaration as required by § 1.63 must also be filed. In those
situations where a new oath or declaration is required duc o
additional subject matter being cluimed, additional inventors
may be named in the continuing application. In a continuation
or divisionai application which discloses and claims only sub-

jectmatter disclosed ina priorapplication, no additional oath or

declaration is required and the application must name as inven-
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tors the same or less than all the inventors named in the prior
application,

(d) I an application which has been accorded a filing date
pursuant o paragraph (a) of this section does not include the
appropriate basic filing fee pursuant to paragraph (b) of this
section, or an oath or declaration by the applicant in the case of
a continuation-in-part application pursuant to paragraph (¢) of
this scetion, applicont will be so notified and given a period of
time within which to file the tee, oath, or declaration and to pay
the surcharge as set forth in § 1.16(¢) in order to prevent
abandonment of the application. The notification pursuant 10
this paragraph may be made simultancously with any notifica-
tion of a defect pursuant to paragraph (a) of this section.

(¢) Anappilication filcd under this section will utilize the file
wrapper and contents of the prior application 10 constitute the
new continuation, continuation-in-part, or divisional applica-
tion but will be assigned a new application serial aumber.
Changes to the prior application must be made in the form of an
amendment 1o the prior application as it exists at the time ol
(iling the application under this section. No copy ol the prior
application or new specilication is required, The filing of such
acopy or specification will be considered improper, and a filing
date as of the date of deposit of the request for an application
under this section will not be granted to the application unless
a petition with the fec set forth in §1.17(i)(1) is filed with
instructions to cancel the copy or specification,

(0 The filing of an application under this section will be
construed 10 include a waiver of secrecy by the applicant under
35 1.8.C. 122 10 the extent that any meniber of the public who
is entitled under the provisions of 37 CFR 1,14 10 access 1o, or
information concerning cither the prior application or any
continning application filed under the provisions of this section
may be given similar access to, or similar information concern-
ing, the other application(s) in the file wrapper.

(g) The filing of a request for a continuing application under
this scetion will be considered o be a request 1o expressly
abandon the prior application as of the filing date granted the
continuing application.

(h) The applicant is urged o furnish the following informa-
tion refating (o the prior and continuing applications to the best
of his or her ghility:

(1) Tide as originally filed and as last amended;

(2) Name of applicant as originally filed and as last
amended;

(33 Current correspondence address of applicant;

(4) ldentification of prior foreign application and any pri-
ority ¢claim under 35 US.C. 119,

(53 The title of the invention and names of applicants 1o be
named in the continuing application,

(i) Envelopes containing only application papers and fees
for filing under this section should he marked “Box FW™,

(1) 1 any application filed under this section is found 1o he
improper, the applicant will be notified and given atime period
within which to correct the filing error in order 10 obtain a filing
date as of the date the filing crror is corrected provided the
correction is made before the pay:nentof the issue fec, abandon-
ment of, or termination of procecdings on the prior application.
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I the filing crror is rot corrected within the tme period set, the
application will be rewurned or otherwise disposed of; the fee, if
submitted, will be refunded less the handling fee set forth in
§1.21(n).

[OMB Control No, 0651-0011]

147 FR 47244, Oct, 28, 1982, added effective Feb, 27, 1983, 4R FR
2710, Jan. 20, 1983, clfective date Feb, 27, 1983; paras, (@) & (), 49
FR 555, Jan. 4, 1984, effectiva Apr. 1, 1984; paras. (#), (c) & (h), SOFR
9380, Mar. 7, 1985, effective May 8, 1985; paras. () & (§). 54 IR
47519, Nov, 15, 1989, effective Jan, 16, 1990)

OATH OR DECLARATION

§ 1.63 Oath or declaration.

() An oath or declaration filed under § 1.51¢a)(2) as a part
of an application must:

(1) Be exceuted in accordance with either § 1.66 or § 1.68;

(2) Identify the specification to which it is directed,

(3) Wdentify each inventor and the residence and country of
citizenship of cach inventor; and

(4) State whether the inventor is a sole or joint inventor of
the invention claimed.

(b) Inaddition tomeeting the reguirements of paragraph (a),
the oath or declaration must staic that the person making the onth
or declaration:

(1) Has reviewed and understands the contents of the speci-
fication, including the claims, as amended by any amendment
specifically referred 10 in the oath or declaration;

(2) Belicves the named inventor or inventors 10 be the
originai and first inveator or inventors of the subject matier
which is claimed and for which a patent is sought; and

(3) Acknowledges the duty to disclose information which
is material 10 the examination of the application in accordance
with § 1.56(a).

(©) Inaddition to meeting the reguirements of paragraphs (i)
and (b) of this section, the oath or declaration in any application
in which a claim for forcign priority is made pursuant 1o § 1,55
mast identify the forcign application {or patent or inventor's
certificate on which priority is claimed, and any foreign appli-
cation having a filing daie before that of the application on
which priority is claimed, by specifying the application number,
country, day, month and year ol its filing,

() In any continuation-in-part application fited under the
condlitions specified in 35 U.S.C, 120 which discloses and
claims snbject matter in addition to that disclosed in the prior
copending application, the oath or declaration must also state
thatthe person making the onth or declaration acknowledges the
duty o disclose material information as defined in § 1.56(n)
which occurred between the filing date of the prior application
and the national or PC'T international filing date of the comtinu-
ation-in-part application,

[OMB Control No, 0651-0011)

(48 FR 2711, Jun, 20, 1983, added offective Feh, 27, 1983, 48 R
4285, Jun, 31, 1983

§ 1.66 Person muking oath or decluration.,
() The oath or declaration must be made by all of the actual
inventors except as provided for in §§ 1.42, 1.43, or 1L.47,
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() 11 the person making the oath or declaration is not the
inventor (8§ 1.42, 1.43, or 1.47), the oath or declaeation shall
state the relationship of the person to the inventor and, upon
information and belief, the facts which the inventor is required
{0 ste,

[OMB Control No, 06510011

(AR FR 2711, Jan, 20, 1983, added effective Fob, 27, 1983)

§ 166 Ofticers authorized to administer onths,

(@) 'The oath or affirmation may be made before any person
within the United States authorized by law to administer oaths,
An oath made in a forsign country may be made before any
diplomatic orconsular ofticer of the United States authorized to
administer oaths, or before any officer having an official seal
and aathorized 10 administer oaths in the forcign country in
which the applicant may be, whose authority shall be proved by
a certificite of a diplomatic or consular officer of the United
States, or by an apostille of an ofticial designated by a foreign
country which, by treaty or convention, acconds like effect o
apostilles of designated officials in the United States, The oath
shall e attested in all cases in this and other countries, by the
proper official seal of the ofticer before whom the outh or
atfirmation is macle. Such oath or affirmation shatl be valid as
10 execution il it complies with the laws of the State or country
whiere made. When the person before whom the oath or affirma-
tion is made in this country is not provided with a scal, his
official charncter shall be established by competent evidence, as
by a certificaie from a clerk ol a court of record or other proper
ollicer having a seal,

(b) When the oath is taken belore an officer in a country
{orcign (0 the United States, any accompanying application
papers, except the drawings, nrust be attached together with the
outh anduribben passed one ormoce tmes theough all the sheets
ol the application, except the drawings, and the ends of said
ribion bronghttogether under the seal betore the latteris affixed
andimprressed, orcach sheet must be impressed with the ofticial
sead of the officer betore whone the oath is taken, If ithe papers
as filed are not properly ribboned or each sheet impressed with
ihe seal, the case will be aceepted for examination, bat hefore it
is wllowed, duplicate papers, prepared in complinnee with the
foregoing sentence, must be filed,

1OMB Control No. 06510011}

(47 FR 41275, Sept. 17, 1982, elfective Oct. 1, 19824

§ 1.67 Supplemental oath or declaration,

(@) A supplemental oath or deciaration meeting the require-
ments of § 103 may be required to I filed to correet any
deticiencies or inaccuracies present in an carlier tiled oath or
dechiration,

(0) A supplemental oath or declaration meeting the require-
menis ol § Lo must e filed: (1) When aclaim is presented for
mitter originadly shown or described but not sabstantially
embraced in the statement of invention or claims originally
presented and (2) When an osth or declaration submitied in
accordance with § L33 after the Giling of the specification
and any required drawings specilically andimproperly refers to
ansimendment which inclhudes new matter. No new matter may
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be introduced intw an application after its filing date even if o
supplementat onth or declaration is filed (§ 1.53(b); § L.11I8). In
proper cases the oath or declarntion here required may be made
on information and belief by an applicant other than inventor,
{OMB Control No, 0651-0011)
148 FR 2711, Jan, 20, 1983, effective Fob, 27, 1983

§ 1.68 Decluration in Hew of onth.

Any document 1o be filed in the Patent and Trademark
Office and which is required by any law, rule, or other regulation
to be under oath may be subscribed to by a written declaration,
Such declaration may be used in licn of the oath otherwise
required, if, and only if, the declarint is on the same document,
warned that willul fulse statements and the like are punishable
by fine or imprisonment, or both (18 U.S.C. 1001) andt may
jeopardize the validity of the application or any patent issuing
thercon. "The declarant must set forth in the body of the declary-
tion that alt statements made of the declarant’s own knowledge

are true und that all statements made on information and heliel

are helieved to be true,
JOMB Control No, 0651.0011]
{49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985)

§ L69 Foreipn languunge oaths and declavations.

() Whenever an individual making an oath or declaration
cannot understand English, the oath or dectaration must be in g
lunguage thatsuch individual can understand and shall state that
such individual understands the content of any documents to
which the opth or declaration relates,

(b) Unless the text of any oath or declaration in o language
other than English is a form provided or approved by the Patent
and Trademark Office, it must be accompanied by a verificd
English translation, except that in the case of an outh or decla-
ration filed under § 163 the translation may be filed in the Office
no later than two months from the date applicant is notificd to
file the ranskation, -

[OMB Control No. 06510011

{42 'R 5594, Jan. 28, 1977, pura. (b), AR FR 2711, Jan, 20, 1983,
effective Fob, 27, 1983)

§ 170 |Reserved]
(Edior's note: Substance moved o § 1.497)
[52 FR 20046, May 28, 1987, elfective July 1, 19R87]

SPECIFICATION

§ 1.71 Bretalled deseeiption and speclfication of the
invention,

(@) The specification must inchile a written description of
the invention or discovery and of the manuer and process of
making and using the same, and is required to be in such full,
clear, concise, and exact terms as 10 enable any person skilled in
the artor seience to which the invention or discovery apperinins,
or with which it is most nearly connected, o make and nse the
SAMe,

(b) The specification must set{orth the precise invention for
which a patent is solicited, in such manner as to distingnish it
(rom other inventions and from what is old. It must describe
completely a specific embodiment of the process, machine,
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manufacture, composition of matter or improvement invented,
and must explain the mode of operation or principle whenever
applicable. The best mode contemplated by the inventor of
carrying out his invention must be set forth,

(¢) In the case of an improvement, the specification must
particularly point out the part or parts of the process, machine,
manufacture, or composition of maiter o which the improve-
ment relates, and the description should be confined to the
specific improvement and to such parts as necessarily cooperate
with it or as may be necessary (o0 a complete understanding or
description of it

(d) A copyright or mask work notice may be placed in a
design or utility patent application adjacent to copyright and
mask work matcrial contained therein. The notice may appear at
any appropriate portion of the patent application disclosure, For
notices in drawings, sce § 1.84(0). The content of the notice
must be limited to only those clements required by law. For
example, "©1983 John Doe"(17 U.S.C. 401) and "*M* John
Doc" (17 U.S.C. 909) would be properly limited and, under
current statutes, legally sufficient notices of copyright and mask
work, respectively. Inclusion of & copyright or mask work
notice will be permitted only if the authorization language sct
forth in paragraph (¢) of this scction is included at the beginning
(preferably as the first paragraph) of the specification,

(¢) 'The authorization shall read as (ollows:

A portion of the disclosure of this patent document con-
tains material which is subject to [copyright or mask work}
protection, The {copyright or mask work )} owner has no objec-
tion to the lacsimile reproduction by anyone of the patent
documentor the patent disclosure, as itappears in the Patentand
Trademark Office patent fite or records, but otherwise reserves
all {copyright or mask work] rights whatsoever,

[Prras. (dy & (o), 53 FR 47863, Nov, 28, 1988, cilective Jan, 1,
1989}

§ 1.72 ‘Title and abstract,

() The title of the invention, which should be as short and
specific as possible, shiould appear as a heading on the first page
ol the specification, if it docs not otherwise appear at the
beginning of the application,

(b} A brict abstract of the technical disclosure in the speci-
fication must be set forth on a separate sheet, preferably follow-
ing the claims under the heading “Abstract ol the Disclosure™,
The purpose of the abstract is to enable the Patent and ‘T'rade-
mark Office and the public generatly to deterniine quickly from
s cursory inspection the nature and gist of the technical disclo-
sure. The abstract shall not be used for interpreting the scope of
the claims.

{31 FR 12922, Ocl. 4, 1966; 43 FR 20464, May 11, 1978)

$ 1,73 Summnry of the invention,

A briel summary of the invention indicating its nature and
substance, which may include a statement of the object of the
invention, should precede the detailed description. Such sum-
mary shoukd, when set {orth, be commensuraie with the inven-
tion as claimed and any object recited should be that of the
invention as claimed,
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§ 1.74 Reference to drawings.

When there are deawings, there shall be a brief description
of theseveral views of the drawings and the detailed description
of the invention shall refer o the difterent views by specifying
the numbers of the ligures, and to the different parts by use of
reference letters or numerals (preferably the latter),

§ 1.78 Claim(s).

(a) The specification must conclude with a claim particu-
larly pointing out and distinctly claiming the subject matter
which the applicant regards as his invention or discovery.

(b) More than one claim may be presented provided they
differ substantially from cach other and are not unduly muli-
plicd.

(c) One or more claims may be presented in dependent form,
referring back 10 and further limiting another claim or claims in
the sameapplication, Any dependentelaim which refers to more
than one other claim (“multiple dependent claim™) shatl refer to
such other claims in the alternative only, A multiple dependent
claim shall not serve as a basis for any other multipic dependent
claim. For fee calculation purposes under § 1.16, a multiple
dependent claim will be considered to be that number of claims
to which direct reference is made therein, For fee caleulation
purposes, also, any claim depending from a multiple dependent
claim will be considered to be that number of claims to which
direct reference is made in that multiple dependent claim. In
addition to the other filing fees, any originai application which
is filed with, or is amended to include, multiple dependent
claims must have paid therein the fee set forth in § 1,16(d).
Claims in dependent form shall be construed to inchide all the
limitations of the claim incorporated by reference into the
dependentclaim. A multiple dependentetaim shall be construed
to incorporate by reference all the limitations of cach of the
particular claims in relation to which it is being considered.

(d)(1) The claim or claims mustconform 10 the invention as
sel forth in the remainder of the specification and the terms and
phrases used in the claims must (ind cicar support or antecedent
basis in the description so that the meaning of the terms in the
claims may be ascertainable by reference to the description,
(Sce § 1.58(a).)

(2)Sce §§ 1. 14110 L. 146as o claiming different inventions
in onc application,

(¢) Where the nature of the case admits, as in the case of an
improvement, any independent claim should contain in the
following order, (1) a precamble comprising a general descrip-
tion of all the clements or steps of the claimed combination
which arc conventional or known, (2) a phrase such as “wherein
the improvement comprises,” and (3) those elements, steps and/
or relationships which constitute that portion of the claimed
combination which the applicant considers as the new or im-
proved portion.

(D) If there are several claims, they shall be numbered con-
secutively in Arabic numerals.

() All dependent claims should be grouped together with
the claim or claims (o which they refer to the extent possible.

131 FR 12922, Oct. 4, 1966; 36 FR 12690, July 3, 1971; 37 FR
21995, Qer, 18, 1972; 43 FR 4015, Jan. 31, 1978; para. (c), 47 FR
41276, Sepr. 17, 1982, effective Oct. 1, 1982)
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§ 177 Arrangement of application elements,

The elements of the application should appear in the follow-
ing order: '

() Title of the invention; or an introductory portion stating
the name, citizenship, and residence ol the applicant, atd the
title of the invention may be used.,

(b (Reserved).

() (1) Cross-reference to related applications, if any,

(2) Reference to a “microfiche appendix™ if any. (Sce §
1.96(1)). The total number of microtiche and total number of
frames shonld be specified.

() Briel summary of the invention,

(¢) Brief description of the several views of the drawing, if
there are drawings.

(0 Detailed description,

(¢) Claim or claims.

() Abstract of the disclosure.

(i) Signed oath or declaration,

() Drawings.

(43 FR 20404, May 11, 197846 TR 2612, Jan. 12, 1981, pacas, ()
& (1), 48 FR 2712, Jan. 20, 19883, offective Feb, 27, 1983

§ L78 Claiming benefit of earlier filing dute and
cross-references to other applications.

(&) An application may claim an inveation disclosed in a
prior filed copending national application or international appli-
cation designating the United States of America. In order for an
application o claim the benelit of o prior copending national
application, the prior application must name as an inventor al
least one inventor named in the later filed application il
disclose the named inventor’s invention claimed in af least ong
¢lainy of the tater filed gpplication in the meanner provided by the
first paragraph of 35 U.S.C. 112, In addition, the prior applica-
ton mustbe (D complete as setforthin § 1.51, or (2) entitled o
a fiting date as setforthiin § 1.53(b) and inchude the basic {iling
{ee setforthvin § 1.16; or (3) entitled to a filing date as sei forth
in § 1L.53(I) and have paid therein the processing and retention
fee set forth in § 1,21(1) within the time period set forth in §
1.53d). Any application claiming the benchit of a prior filed
copending national or international application must contain or
e amended o contain in the first sentence of the specification
following the tide a reference to such prior application, identi-
fyinge it by seeial number and filing date or international appli-
cation mgmber and international fifing date and indicating the
refationship of the applications.  Cross-references 10 other
related applications may be inade when appropriate. (Sce §
114(h))

(b) Where two or more applications filed by the same appli-
cant contain contlicting claims, climination of such claims from
all but one application may be required in the absence of good
and suflicient reason Tor their retention duiing pendency in
more than ene apphcation,

(©) Where two or more applications, or an application ind a
patent naming different inveniors and owned by the same party
contain conflicting claims, and there is no statement of record
indicating that the claimed inventions were commonly owned
or subject 1o an obligation of assignent (0 the sae person af
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the time the later invention was made, the assighee iy be
catled upon (o state whether the claimed inventions were cot-
monly owned or subject to an obligation of assignment to the

same person at the time the later invention was made, and i not,*

indicate which named inventor is the prior inventor. In addition
to making said statement, the assignee may also explain why an
interference shonld ar should not be declared.

() Where an application claims an invention which is not
patentably distinct from an invention claimed in o commonly
owned patent with the same or a diftferent inveative entity, a
double patenting rejection will be made in the application. An
obviousness-type double patenting rejection may be obviated
by filing a terminal disclaimer in accordance with § 1.321(b).

(36 FR 7312, Apr. 17,1971, 49 FR 855, Jan. 4, 1984; paras. (a), (¢)
& (), SO FR 9380, Mar. 7, 1085, effective May 8, 1985; 80 FR 113606,
Mar, 21, 1985]

§ 1.79 Reservation clanses not permitted.

A reservation for a future application of subject matter
disclosed but not ¢leimed in a pending application will not be
permitted in the pending application, but an application disclos-
ing unclaimed subject matter may contain a reference to a later
filed application of the same applicant or owned by a common
assignee disclosing and claiming that subject matter,

THIL: DRAWING

§ LEL Drawings vequired in patent application,

(@) The applicant for a patent is required to furnish a drawing
of his or her invention where necessary for the understunding off
the subject matter sought 1o be patented; this drawing, or a high
quality copy thercof, must be filed with the application, Since
corrections are the responsibility of the applicant, the original
drawing(s) should be retgined by the applicant forany necessary
{utare correction,

(b)) Drawings may include illustrations which fucilitpte an
understanding of the invention (for example, flow sheets in
cases of processes, und diggrammatic views).

(€) Whenever the nature of the subject matter souglit to be
patented admits of illustration by a drawing withoug its being
necessary for the understanding of the subject matter and the
applicant has not furnished such a deawing, the examiner will
require its submission within a time period of not less than two
months from the date of the sending of a notice thereof.

() Drawings submitted after the filing date of the applica-
tion may not be nsed 1o overcome any insufticiency of the speci-
tication due to lack of ancnabling disclosure or otherwise inade-
quate disclosure therein, or to supplement the original disclo-
sure thereof for the purpose of inteepretation of the scope of any
¢laim,

(A3 ER A0S, Jan, A1, 1978, para. (a), SATR 47809, Nov, 28, 1988,
effective Jan. 1, 1989

§ 183 Content of drawing,

(@ The deawing must show every feature of the imvention
speeified in the claims, However, conventional fontures dis-
closed inthe description and ¢laims, where their detailed illug-
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tration is not essential for a proper understanding of the inven-
tion, should be illustrated in the drawing in the form of a
graphical drawing symbot or a labeled representation (e.g. a
labeled rectangular box),

(b) Whenthe invention consists of an improvement on anold
machine the drawing must when possible exhibit, inong ormore
vicws, the improved portion itsell, disconaeeted from the old
structure, and also in another view, so much only of the old
steneture as witl suffice to show the connection of the invention
therewith,

(©) Where the drawings donotcomply with the reguirements
of paragraphs (1) and (b) of this section, the examiner shall
require such additional illustration within a time period of not
less than two months from the date of the sending of a notice
thercof, Such corrections are subject to the requirements of §

1.81(d).
131 ER 12923, Oct. 4, 1966; 43 FR 4015, Jan. 31, 1978]

§ .84 Standurds for drawings.,

@) Paper and ink, Dreawings or tigh quality copies thereol
which are submitted o the Office must be made upon paper
which is flexible, strong, white, smooth, non-shiny and durable,
India ink, or its equivalent in quality, is prefeceed for pen
deawings to secure perfectly black solid lines, The use of white
pigment to cover lines is not normally aceeptable. See para-
graph (p) of this section foruse of color drawings in utility patemt
applications.

(M) Size of shieet and marging, The size of the sheets on
which deawings ure made may be exactly 8 172 by 14 inches
(21.6hy 35.6cm.), exactly B 1/2by 13inches (21.6by 33, 1em,),
or exactly 200 by 29.7 cm, (DIN size Ad). All drawing sheets
in o particular application must be the same size. One of the
shorter sides of the sheetis regarded as its top,

(N On 8§ 1/2 by 14 inch drawing sheets, the drawing must
include @ top margin of 2 inches (5.1 cm.) and bottom and side
margins of 1/4 inch (6.4 mm.) from the edges, thereby leaving
a“sight” precisely 8 by 1134 inches (20.3 by 29.8cm.). Margin
horder fines are not permitied. Al work must be inchuded within
the “sight”. The sheets may be provided withtwo 14 inch (6.4
ming, ) diauneter holes having their centerlines spaced 11/16 inch
(17.5 mm) betow the top edge and 2 34 inches (7.0 ¢cm.) apart,
said boles being equatly spaced fromthe respective side edges.

(1Y On 8 1/2 by 13 inch dsawing sheets, the drawing sl
include a top margin of 1 inch (2.5 ¢m.) and bottom and side
margins of 14 inch (6.4 mL) from the edges, thereby leaving
G sl precisely 8 by 1134 inches (20.3 by 29.8em.). Margin
horder lines are notperinitted. All work must be included within
the "sight.” ‘The sheets may be provided with two 1A ineh (6.4
i) diameter holes having their ceaterlines spaced /16 ineh
(17,5 mum,) below the top edge and 2 374 inches (7.0 emL) apaet,
said holes being equally spaced from the respective side edges,

(3 On 210 by 29.7 cm, drawing sheets, the drawing must
include afop margin of at least 2.5 emy, aleft side margin of 2,5
enn, avight side margin of 1.5 e, and a dottom margin of 1.0
em, Margin border lines are not permitied, Al work must he
contained within a sight size not o exceed 17 by 26,2 em,

(©) Character of lines. Al drawings must be made with

§ 1.84

drafting instruments or by a process which will give them
satistactory reproduction characteristics, Every line and letter
must be durable, Black, sutficiently dense and dark, uniformly
thick and well defined; the weight ot all lines and letiers must e
heavy enough 1o permit adequate reproduction. This direction
applies 1o all lines however fine, to shading, and to lines
representing cut surfaces in sectional views, All lines must be
clean, sharp, and sotid, Fine or crowded lines should be avoided.
Solid black should not be used for sectionat or surface shading,
FFrechand work should be avoided wherever itis possible to do
S0,

() Hatching and shading. (1) Hatching should be made by
oblique parallel lines spaced sufficiently apart to enable the
lines to be distinguished without ditficulty,

(2) Heavy tines on the shade side of objects should prefera-
bly be used except where they ted 1o thicken the work mwd
obsenre reference characters. The Tight should come from the
upper left-hand corner at an angle of 45°, Surface detineations
shoukd preferably be shown by proper shading, which should be
open,

(¢) Seale, The scale to which a deawing is made ought to be
large enough to show the mechanism without ceowding when
the drawing is reduced in size to two-thivds in reproduction, and
views of portions of the mechanism on a larger scale should be
used when necessary (o show details elearly; two or more sheets
should be used if one does not give suflicient room 1o accom-
plish thisend, but the mumber o sheets should not be more than
is necessary.,

(N Reference characters, The different views should be con-
secutively numbered figures, Reference numerals (and letters,
but numerals are preferred) must be plain, legible and carefully
formed, and not be encireled, They should, if possible, measure
at least one-cighth of ancinch 3.2 nunL) in height so that ihey
may bear reduction to one twenty-fourth of an ingh (1.1 mm,);
and they may be slightly larger when there is sufticient raom,
They should not be so placed in the close and complex parts of
the drawing as tointertere witha thorough comprehension of the
same, and theretore should rarely cross or mingle with the lines,
When necessarily grouped around acertain part, they should be
placed at o itde distance, at the closest point where there is
avaitable space, and connected by tines with the parts o which
they refer, They should not be placed upon hetched or shaded
surfaces but when necessary, a blank space may be feft in the
hatching or shading where the character occurs so that it shall
appear perfeetly distinet and separate frons the work., The same
part of an invention appearing in more than one view of the
drawing must always be designated by the sume character, ant
the same charaeter must never be used 1o designate different
parts, Reference signs not mentioned in the deseription shall not
appear in the drawing and vice versa,

(@) Svimbols, legends. Graphical drawing symbols and other
labeled representations may be used for conventional elements
when appropriate, subject to approval by the Otfice. The ele-
ments for which such symbols and fabeled representations are
wsed must be adequately identified in the specification, While
deseriptive matter on drawings is not permitted, suitable log-
ends may be used, or may be required, in proper cases, as in
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diagrammatic views and flowsheets or to show materials or
where labeled representations are employed to itlustrate con-
ventional elements. Arrows may be required, in proper cases, to
show dircction of movement. The lettering should be as large as,
or larger than, the reference characters,

(h) [Reserved]

(i) Views. The drawing must contain as many figures as may
be necessary (o show the invention; the figures should be
consecutively numbered if possible in the order in which they
appear. The figures may be plan, elevation, section, or perspec-
tive views, and detail views of portions of clements, on a larger
scale if necessary, may also be used. Exploded views, with the
separated parts of the same figure embraced by & bracket, 1o
show the relationship or order of assembly of various parts are
permissible. When an exploded view is shown in a figure which
is on the same sheet as another figure, the exploded view should
be placed in brackets. When necessary, a view of a large
machine or device in its entirety may be broken and extended
over several sheets if there isno toss in facility ol understanding
the view. Where figures on twa or more sheets form in effect a
single complete figure, the figures on the several sheets should
he so arranged that the complete figure can be understood by
laying the drawing sheets adjacent 1o one another. The figures,
even thouph on separate sheets, shoutd be tabeted as separate
figuses, for example as Fig, 1a, Fig. 10, ctc., so that it would be
apparent that the views actually comprise one figure. The
arrangement shoutd be such that no part of any of the figures
appearing on the various sheets is concealed and that the
complete figure can be understood cven though spaces will
ocenr in the complete figure because of the margins on the
drawing sheets, The plane upon which a seetional view is taken
should be indicated on thic gencrai view by a broken line, the
ends of which should be designated by numerals corresponding
10 the figure number of the sectional view and have arrows
applied to indicate the dircetion in which the view is taken. A
maoved position may be shown by a broken line superimposcd
upon a suitable figure if this can be done without crowding,
otheswise a separate figure must be used tor this purposc.
Mudified forms of construction can only be shown in separate
figures. Views should not be connected by projection lines nor
should centerlines be used. When a portion ol a figure is
enlarged for magnification purposcs, the figure and the enlarged
figure must be labeled as a separate figures.

() Arrangement of views. All views on the same sheet
should stand in the same direction and, if possible, stand so that
they can be read with the sheet held in an upright position. 16
views longer than the width of the sheet are necessary for the
¢learestillustration of the invention, the sheet may be tumed on
its side so that the top of the sheet with the appropriate top
margin 10 be used as the heading space is on the right-hand side,
One figure mustnot be placed uponanother or within the outline
of another.

(&) Figure for Official Gazete. 'The drawing should, as far
as possible, be so planned that one of the views will be suitable
(or publication in the Official Gazette as the illustration of the
invention,

(I Hdendification of drawings. 1dentifying indicia (such as
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the application number, group art unit, title of the invention,
attorney's docket number, inventor's naime, number of sheets,
cle.) not o exceed 2 34 inches (7.0 cm) in width may be placed
in a centered location hetween the side edges within three-
fourths inch (19.F mm.) of the top edge. Either this marking
technique on the front of the drawing or the placement, although
not preferred, of this information and the title of the invention on
the back of the drawings is acceptable. Authorized sceurity
markings may be placed on the drawings provided they are
outside the illustrations and arc removed when the material is
declassified, Other extrancous matter will not be permitted upon
the face of & drawing,

(m) Transmission of drawingys. Drawings transmitted to the
Office should be sent flat, protected by asheet of heavy binder's
board, or may be rolled for transmission in a suitable mailing
tube; but must never be folded. If received creased or mutilated,
new drawings will be required.

(0) Numbering of drawing sheets. The drawing sheets may
be numbered in consceutive arabic numbers at the top of the
sheets, in the middie, but notin the margin, Such numbering will
be deleted for printing purposes since page numbers are added
atthe time of printing the patent by the Olfice.

(0) Copyright or Mask Work Notice, A copyright or mask
work notice may appear in the drawing but must be placed
within the "sight” of the drawing immediately below the figure
representing the copyrightor mask work material and be timited
10 letters having a printsize of 1/8 10 1/4 inches (3.2 10 6.4 mm.)
high. The content of the notice must be limited 1o only those
clements required by taw. For example, "©1983 John Doc"(17
U.S.C. 401D and "*M* John Doc" (17 U.S.C. 909) would be
properly limited and, under current statutes, legally sufficient
notices of copyright and mask work, respectively. nclusion of
a copyright or mask work notice will be permitted only if the
authorization language set forth in § 1.71(e) is included at the
beginning (prefcrably as the first paragraph) of the spegifica-
tion,

(p) Limited use of color drawings in wtility patent applica-
tions. Paragraph (a) of this section requires that drawings in
utility patent applications must be in black on whitc paper.
However, onrare occasion, color drawings may be necessary as
the only practical medium by which to disclose the subject
matter sought 10 be patented in a utility patent application. The

Patent and Trademark Office will wecept color drawings in
wtility patent applications only after granting of a petition by the
applicantunder § 1183 of this part which requests waiver of the
requirements of paragraph (a) of this section, Any such petition
should be directed o the Office of the Deputy Assistant
Commissioner for Patents and must include the following:

(1) The appropriate (ee set forth in § 1.17¢h).
(2) Five (8) sets of color drawings on DIN size A4 (21,0
by 29.7 cm.) sheets,

(3) A proposed amendment 1o insert in the specification the
following language as the first paragraph in the portion of the
specification relating to the brief description of the drawing:

"The file of this patent contains at least one drawing
executed in color, Copics of this patent with color drawing(s)
will be provided by the Patent and Trademark Office upon
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request and payment of the necessary fee.”

(Sec§ 1152 for design drawings, § 1.165 for plantdrawings,
and § 1.174 for reissue drawings.)

(24 FR 10332, Dee. 22, 1959; 31 FR 12923, Oct. 4, 1966; 36 FR
9775, May 28, 1971; 43 FR 20464, May 11, 1978; 45 FR 73657, Nov.
6,1980; pars. (), (1), (), (§). & (1) nmended, paras. (n), (0), & () added,
53 FR 47809, Nov, 28, 1988, offective Jan. 1, 1989]

§ 1.88 Corrections 4o drawings.,

() The requirements of § 1.84 relating to drawings will be
strictly enforeed, A drawing notexeculed inconformity thereto,
il suitable for reproduction, may be admitied for examination
but in such case a new drawing must be furnished.

(b) The Patent and Trademark Office will not release draw-
ings inapplications having a filing date after January 1, 1989, or
any drawings from any applications after January 1, 1991, for
purposes of correction. If corrections are necessary, new cor-
rected drawings must be submitted within the time set by the
Office,

(¢) When corrected drawings are required to be submitted ot
the time of allowance, the applicant is required 10 submit
acceplable drawings within three months from the mailing of
the "Notice of Atfowability." Within that three-nionth period,
two weeks should be attowed for review of the drawings by the
Drafting Branch, I the Office finds that correction is neeessary,
the applicant must submit 0 new corrected drawing to the Office

within the original three-month period to avoid the necessity of

obtaining an extension of time and paying the extension fee.
Thercfore, the gpplicant should file corrected drawings as soon
as possible following the receipt of the Notice of Allowability.
The provisions with respectto obtaining an extension of time re-
lates onty to the kite fifing of correeted drawings. The time limit
for payment of the issue feeis a fixed three-month period which
cannot be extended as set forth in 35 U.S.C. 151,

4T FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; 53 FR 47810,
Nov, 28, (988, effective Jan, 1, 1989]

§ 188 Use of old drawings.

If the drawings of a new application are to be identical with
the drawings of a previous application of the applicant on file in
the Office, or with partof suchdrawings, the old drawings or any
sheets thercol may be used if the prior application is, or is about
10 be, abandoned, or if the sheets to be used are cancelled in the
prior application. The new application must be accompanicd by
aletier requesting the transfer of the drawings, which should he
completely identitied.

MODELS, EXHIBITS, SPECIMENS

§ LY Models not generally required as part of
application or patent,

Models were once required in all cases admitting a model,
as a part of the application, and these models became a part off
the record of the patent, Such models are no longer generally
required (the description of the invention in the specification,
and the drawings, must be sufticiently tull and complete, and
apable of being understood, to disclose the invention without
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the sid of a model), and will not be admitted unless specifically
catled for.

§ 1L.92 Model or exhibit may be requived.

A model, working model, or other physical exhibit, may be
reguired if deemed necessary for any purpose on examination of
the application.

§ 1.93 Specimens.

When the invention refates to a composition of matier, the
applicant may be required to furnish specimens of the compo-
sition, or of its ingredients or intermediates, for the purpose of
inspection or experiment,

§ 1.94 Reiurn of models, exhibits or specimens.

Madels, exhibits, or specimens in applications which have
become abandoned, and also in other applications onconclusion
of the prosecution, may be returned to the applicant upon
demand and at his expense, unless it is deemed necessary that
they be preserved in the Office. Such physical exhibits in
contested cases may be retaencd 1o the parties at their expense,
I not cluimed within a reasonable time, they may be disposed
of at the discretion of the Commissioner,

§ 195 Copies of exhibits,

Copies of madels orother physical exhibits will not ordinag-
ily be furnished by the Oftice, and any model or exhibit in an
application or patent shalt not be taken from the Office except
in the custody of anemployee of the Office speciatly authorized
by the Commissioner,

§ 1.96 Submission of computer program listings,

Descriptions of the operation and general content of com-
puter program listings should appear in the deseription portion
of thespecification. A computer program listing for the purpose
of these rules is defined as a print-out that lists in appropriate
sequence the instructions, routines, and other contents of a
program for a computer. The program listing may be either in
machine or machine-independent (object or source) langnage
which will cause a computer to perform a desired procedure or
task such as solve a problem, regulate the flow of work in a
computer, or control or monitor events, Computer program
listings may be submitted in patentapplications inthe following
forms:

) Material which will be printed in the patent, 1 the
computer program listing is contained on 10 printont pages or
less, it must be submitted cither as drawings or as part of the
specification,

(1) Drawings. The listing may be submitted in the manner
and complying with the requirements for drawings as provided
in§ 1.84. At least one figure numeral is required on cach sheet
of drawing.

(2) Specification. (1) The listing may be submitted as part
of the speeification in accordance with the provisions of § 1.52,
at the end of the description but before the claims,

(i) The listing may be submitted as part of the specifica-
tion in the form of computer printont sheets (commonly 14 by
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I Linches in size) for use as “camern ready copy™ when a patent
is subsequently printed. Such computer printout sheets must be
original copies from the computer with dark solid black leters
not less than 0,21 em high, on white, unshaded and unlined
paper, the printing on ¢ach sheet must be limited to an arca Y
inches high by 13 inches wide, and the-shects should be
submitted i a protective cover. When printed in patents, such
computer printout sheets will appear at the end of the description
Bbut before the claims and will usually be reduced about 1/2 in
size with two printout sheets being printed as one patent speci-
fication page, Any amendments must be mide by way ol
submission of o substitute sheet il the copy is to be used for
camera ready copy.

(0) As anappendix which will not be printed. 11 a computer
program listing printout is 11 or more pages long, applicants
may submit such fisting in the form of microfiche, referred to in
the speeification (sec § 1.77(¢)(2)). Such microfiche filed with
a patent application is to be referred to as a “microfiche appen-
dix.” The “microfiche appendix® will not be part of the printed
patent, Reference in the application to the “microliche appen-
dix" shoubd be mude wt the beginning of the specification at the
location indicated in § 177()(2). Any amendments thereto
must be made by way of revised microliche, Al computer
program tistings submitted on paper will be printed as partof the
patent,

(1) Availability of appendix. Such computer program
listings on microfiche will be available o the public for inspec-
tion, and microfiche copics thereol will be available for pur-
chase with the lile wrapper and contesus, after a patent based on
suchapplication is granted or the application is otherwise made
pubdlicly availabie.

(2 Sutmission requirements. Computer-generaied infor-
mation submitied as an appendix to an application for patent
slailt e in the Torm o microfiche in accordance with the
standards set forily in the following American National (ANS!)
or National Micrographies Association (NMA) Standards
{(Note: As new editions of these standagds are published, the
fatest shall apply):

ANSI PH 1.28-1976-Specifications for Photographic Film

for Archiival records, Silver-Gelatin Type, on Cellulose Ester

Rasc.

ANSIT PH1L41-1976 Specifications (or Photographic Filin

for - Archival Records, Silver-Gielatin Type, on Polyester

Rasc.

NMA-MST (1971) Quality Standards for Computer Quiput

Microlibm,

ANSI/NMA MS2 (1978) Format and Coding Standards (or

Computer Ontput Microlilm,

NMA MSS5 (ANST PH 5.9-1975) Microliche of Documents,

ANST P 2,19 (1959)-Diffuse Transmission Density.
except as modilicd or clarified below:

(i) Either Computer-Output-Microfilm (COM) onipint or
copies of photographed paper copy may be submisted. In the
former case, NMA standards MST and MS2 apply; in the latter
cise, standard MSS applies.

(it) Film submitted shall be fiest generation (camera film)
negative appearing microfiche (with emulsion on the back side
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of the film when viewed with the images right reading).

(iii) Reduction ratio of microfiche submitted should be
24:1 or asimilar ratio where variation from said ratio is required
in order to it the documents into the image area of the micro-
fiche format used.

(iv) Film submitted shall have a thickness of at least 005
inches (0.1.3 mm) and not more than 009 inches (0.23 mm) for
¢ither cellulose acetate base or polyester base type.

“(v) Both microfiche formats Al (Y8 frames, 14 cohnmns x
7 rows) and A3 (63 frames, 9 columns x 7 rows) which are
described in NMA standard MS2 (Al is also described in MSS)
are aceeptabte for use in preparation of microfiche submitted.

(vi) At least the left-most 1/3 (50 mm x 12 mm) of the
header or title arca of cach microfiche submitted shall e clear
or positive appearing so that the Patent and Trademark Office
can apply serial number and filing date thereto in an eye-
readable form. The middie portion of the header shatl be used by
applicant o apply an eye-readable application identification
such as the vitke and/or the first inventor’s name. The attorney's

docketmmber may be included. The final right-hand portion of

the microliche shall comain sequence information for the mi-
crofiche, suchus 1 of 4,2 of 4, etc.

(vii) Additional requirements which apply specifically 10
microfiche of fitmed paper copy:

(A) The first frame of cach microfiche submitted shatl
contain o standard test target which contains five NBS Micro-
copy Resolution Test Charts (No, 1010A), one in the center and
one in cach comner, See itlustration on page 2 ol NMA Recom-

mended Practice MS104, tnspection and Quality Control of

First Generation Silver Halide Microfilm, Sce also paragraph 7
ol NMA-MSS.

(B The second frame of cach microfiche submitted must
contain a fully descriptive title and the inventor's name as filed.

(€) The pages or lines appearing on the microfiche
frames should be consecutively numbered.

(D) Paginationof the microfiche franies shall be from telt
1o right and from top to bottom,

(B) At a reduction of 24:1 resofution of the original
microfilm shall be at {easy 120 tines per mm (5.0 wrget) so that
reproduction copies may be expected to comply with provisions
of paragraph 7.1.4 of NMA Standard MSS.

(1) Backgrownd density of negative appearing camera
mastermicrofiche of filmed paper documents shall be within the
range of (.9 10 1.2 and fine density shoukl be no greater than
0.08. The density shall be visual diffuse density as measured
using the method described in ANSI Standard PH 2,19,

(@) An index, when included, should appear in the last
frame (lower right hand corner when data is right-reading) of
cach microfiche. See NMA-MSS, paragraph 6.6,

(viii} Microfiche generated by Compater Quiput Micro-
film (COM).

(A) Background density of negative-appearing COM-
generated camesamaster microfiche shall be within the range of
1.5 10 2,0 and line density should be no greater than 0.2, The
density shall be visual diffuse density as described in ANST
PH2.19,

(B) The first frame of each microfiche submitted should
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contain a resolution test frame in conformance with NMA
standard MS1.

(C) The second frame of cach microfiche submitted must
contain a fully descriptive title and the inventor’s name as filed,

(D) 'The pages or lincs appearing on the microfiche
frames should be consccutively numbered.

(B) It is preferred that pagination of the microfiche
frames be from left to rightand top to bottom but the altemative,
i.c., from top to bottom and from left to right, is also acceptable,

(F) Anindex, when included, should appear on the last
frame (lower right hand corner when data is right reading) of
cach microfiche.

(G) Amendment of microfiche must be made by way of
replacement microfiche,

|46 FR 2612, Jan. 12, 1981, para, (b)(1), 54 FR 47519, Nov. 15,
1989, effective Jun, 16, 1990]

INFORMATION DISCLOSURE STATEMENT

§ 1.97 Filing of information disciosure statement,

(0) Asameansof complying with the duty of disclosure set
forthin § 1.56, applicants are encouraged o file an information
disclosure statement at the time of filing the application or
within the tater of three months after the filing date of the
application or two months after applicant receives the filing
receipt. If filed separately, the disclosure statement should, in
additien to the identification of the apphcation, include thc
Group Art Uaitto whick the application is assigned as indicated
on the filing receipt. The disclosure statement may cither be
separate from the specification or may be incorporated therein,

(b) A disclosure staiement fifed in accordance with para-
graph (a) of this section shall not be construed as a representa-
tion that ¢ search has been made or that no other material
information as defined in § 1,56¢n) exists,

{OMB Control No. 0651-001 1

{48 FR 2712, Jun. 20, 1983, effective date Feb. 27, 1983]

§ 1.98 Content of information disclosure statement,

(1) Any disclosure statement fifed under § 1.97 or § 1.99
shall inctude: (1) A listing of patents, publications or other in-
formation; and (2) A concisc explanation of the relevance of
cachlisted item. The disclosure statement shall he accompanicd
by a copy of each listed patent or publication or other item ol
information in written form or of at least the portions thereof
considered by the person fiting the disclosure statement 1o be
pertinent. All United States patents listed should be identified
by their patent numbers, patent dates and names of the patentees.
Each foreign published application or patent should be cited by
identifying the country or oflice which issued it, thie document
number and publication date indicaicd on the document. Eanch
printed publication should be idemificd by author (if any), title
of the publication, pages, date and place of publication.

(b) When two or more paients or publications considercd
materiaf are substantiatly identical, a copy of a representative
one may be included in the staicment and others merely listed,
A ranslation of the pertinent portions of foreign tanguage pat-
cats or publications considered material should be transmitied
if an existing translation is readily available to the applicant,
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{OMR Control No, 0651-001 1}
(42 FR 5594, Jun, 28, 1977; para. (a) 48 FR 2712, Jan. 20, 1983,
effective date Feb, 27, 1983}

§ 1.99 Updating of inforination disclosure statement,

I prior to issuance of a patent an applicant, pursuant to his
or her duty of disclosure uiwder § 1.56, wishes to bring (o the
attention of the Office additional patents, publications or other
information not previously submitied, the additional informa-
tion should be submitted (o the Office with reasonable prompt-
ness. Itmay be included in a supplemental information disclo-
sure statement or may be incorporated into other communica-
tions 0 be considered by the examiner. Any transmittal of
additional information shall be accompanicd by explanations of
r¢levance and by copices in accordance with the requirements of
§ 1.98.

{OMB Countrol No. 06510011}

{48 FR 2712, Jan, 20, 1983; effective date Feb, 27, 1983}

EXAMINATION OF APPLICATIONS

§ LI01 OQvrder of examinntion,

() Applications filed in the Patent and Trademark Office and
aceepted as complete applications are assigned for examination
(o the respective examining groups having the classes of inven-
tions to which the applications relate, Applications shall be
taken up for examination by the examiner to whom they have
been assigned in the order in which they have been filed except
for those applications in which examination has been advanced
pursuant 10 § 1,102 . Sce § 1.496 for order of examination of
International applications in the national stage.

(b) Applications which have been acted upon by the exam-
incr, and which have been placed by the applicant in condition
for further action by the examiner (amended applications) shall
be taken up for action in such order as shall be determined by the
Commissioner,

129 FR 13470, Sept. 30, 1964; pura. (a), 48 FR 2712, Jan, 20, 1983,
effective Feb, 27, 1983; para. (u), SO FR 9381, Mar, 7, 1985, effective
Muay 8 1985, 52 FR 20046, May 28, 1987, ¢lfective July 1, 1987]

§ L1602 Advancement of examination,

(1) Applications will not be advanced out of turn for exami-
nation or for further action except as provided by this pari, or
upon order of the Commissioner to expedite the business of the
Oftice, or upon fiting of a request under paragraph (b) of this
section or upon filing a petition under paragraphs (¢) or (d) of
this section with a verified showing which, in the opinion of the
Commissioner, will justily so advancing it.

(b) Applications wherein the inventions are deemed of pe-
culiar importance o some branch of the public service and the
head of some department of the Government requests immedi-
ale action for 1that reason, may be wdvanced for examination.

(c) A petition 1o make an application special may be filed
without afee il the basis for the petition is the applicant's age or
health or that the invention will materiatly enhance the quality
of the environment or materially contribute to the development
Or COnServation of ¢neegy resources.
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(d) A petition to make an application special on grounds
other than those referred Lo in paragraph () of this section must
be accompanicd by the petition fee set forth in § 1.1730)(2).

|24 FR 10332, Dec. 22, 1959; paras. (a), (¢) & (d). 47 FR 41276,
Sept. 17, 1982, effective Oct. 1, 1982, para. (d), 54 FR 6893, Feb. 15,
1989, effective Apr, 17, 1989]

§ 1103 Suspension of action.

() Suspension of action by the Office will be granted for
good and sufficient cause and for a reasonable time specificd
upon petition by the applicant and, if such causc is not the fault
ol the Office, the payment of the fee set forth in § 1.173)(1).
Action will not be suspended when a response by the applicant
10 an Qffice action is required.

(b) It action by the Office on an application is suspended
when not requested by the applicant, the applicant shall be
notified of the reasons therefor,

(¢) Action by the examiner may be suspended by order of the
Commissioner in the case of applications owned by the United
States whenever publication of the invention by the granting of
a patent thereon might be detrimental to the public safety or
defense, at the request of the appropriate depariment or agency.

(d) Action on applicai:ons in which the Office has accepied
a request to publish a defensive publication will be suspended
for the entire pendency of these applications except for purposes
relating to patent interference proceedings under Subpart E.

[24 FR 10332, Dec. 22, 11959; 33 FR 5624, Apr. 11, 1968; paras,
() & (b), 47 FR 41276, Sepi. 17, 1982, effective Oct. 1, 1982, para. (d),
49 FR 48416, Deg, 12, 1984, effective Feb, 11, 1985; para. (d), 50 FR
Y381, Mar. 7, 1985, effective May 8, 1985; para. (a), 54 FR 6893, Feb,
15, 1989, effective Apr, 17, 1989)

§ 1.104 Nature of examination; examiner's action,

() On taking up an application for examination or & patentin
a reexamination proceeding, the examiner shall make a thor-
ough study thereof and shiall make a thorough investigation of
the available prior art relating 10 the subject matter of the
claimed invention. The examination shall be complete with
respect hoth to compliance of the application or patent under
reexamination with the applicable statutes and rules and to the
patentability of the invention as claimed, as well as with respact
to atters of form, unless otherwise indicated.

(b) The applicant, or in the case of a reexamination procecd-
ing, both the patent owner and the requester, will be notified of
the examiner’saction, The reasons for any adverse action orany
objection or requirement will be stated and such information or
references will be given as may be useful in aiding the applicant,
or in the case of a reexamination procceding the patent owner,
10 judge the propricty of continuing the prosecution,

(¢) Aninternational-type scarch will be made in all national
applications filed on and after June 1, 1978,

() Any national application may also have an interngtional-
type scarch report prepared thereon at the time of the national
examination on the merits, upon specilic written request there-
for and payment of the international-type scarch report fee. See
§ 1.21(c) for amount of fee for preparation of internationat-type
search report,
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NOTE. = ‘The Patent and Trademuark Office does not require that
a formal report of an internationai-type scarch be prepared in order 1o
obtnin a search fee refund in a later filed intemational application,

(¢) Co-pending applications will be considered by the exam-
iner 10 be owned by, or subject to an obligation of assignment to,
the same person if (1) the application files refer (o assignments
recorded in the Patent and Trademark Office in accordance with
§ 1.331 which convey the entire rights in the applications to the
same person ororganization: or (2) copics of unrecorded assign-
ments which convey the entire rights in the applications to the
same person or organization are filed in cach of the applications;
or (3) an affidavit or declaration by the common owner is filed
which states that there is common ownership and states facts
which cxplain why the affiant or declarant believes there is
common ownership; or (4) other cvidence is submitted which
cstablishes common ownership of the applications, In ¢ircum-
stances where the common owner is a corporation or other
organization an affidavit or declaration may be signed by an
official of the corporation or organization empowered to act on
behalf of the corporation or organization,

{43 FR 20465, May L1, 1U78; 46 FR 29182, May 29, 1981 para,
(d), 4TFR 41276, Sept. 17, 1982, effective date Oct. 1, 1982, para. (¢),
S50 FR 9381, Mar, 7, 1985, effective May 8, 1985)

§ 1105 Completeness of examines's action,

The cxaminer's action will be complete as to afl matters,
except that in appropriate circumstances, such as misjoinder of
invention, fundamenial defects in the application, and the like,
the action of the examiner may be limited 1o such matters hefore
further action is made. However, matiers of form need not be
raiscd by the examiner until a claim is found allowable.

§ 1.106 Rejection of claims.

() If the invention is not considered patentable, or not con-
sidered patentable as claimed, the cluims, or those considered
unpatentable will be rejected.

(b) In rejecting claims for wang ol novelty or for obvious-
ness, the examiner must cite the best references at his command,
When a reference is complex or shows or describes inventions
other than that claimed by the applicant, the particular part relicd
on must be designated as ncarly as practicable. The pertinence
ol cachreference, if notapparent, must be clearly explained and
cach rejected claim specified,

(¢) In rejecting claims the examiner may rely upon admis-
sions by the applicant, or the patent owner in a reexamination
proceeding, as to any matter affecting patentability and, insofar
as rejections in applications arc concerned, may also rely upon
facts within his or her knowledge pursuant 1o § 1.107,

(d) Subjeet matter which is developed by another person
which qualifics as prior art only under 35 U.S.C. 102(1) or ()
may be used as prior artunder 35 U.S.C. 103 against a claimed
invention unless the entire rights to the subject matter and the
claimed invention were commonly owned by thie same person
or organization or subject 1o an obligation of assignment to the
same person or organization at the time the claimed invention

as made.
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(¢) The claims in any original application naming an
inventor will be rejected as being precluded by a waiver in a
published statutory invention registration naming that inventor
if the same subject matter is claimed in the application and the
statutory invention registration, The claims inany reissue appli-
cation naming an inventor wilt be rejected as being precluded by
a waiver in a published statutory invention registration naming
that inventor if the reissue application secks to claim subject
matter (1) which was not covered by claims issucd in the patent
prior 10 the date of publication of the statutory invention
registration and (2) which was the same subject matter waived
in the statutory invention registration,

{24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26, 1969; para.
(¢) added, 47 FR 21752, May 19, 1982, cffective July 1, 1982; paras,
() & (e), SO FR 9381, Mar. 7, 1985, effective May 8, 1985]

§ 1,107 Citation of references.

(@) Il domestic patents are cited by the examingr, their
numbers and dates, and the names of the patentees, and the
classes of inventions must be stated. If foreign published appli-
cationsor patents arc cited, their nationality or country, numbers
and dates, and the names of the patentees must be stated, and
such other data must be furnished as may be necessary to cnable
the applicant, or in the case of a reexamination proceeding, the
patent owner, to identify the published applications or patents
cited. In citing forcign published applications or patents, in case
only a part of the document is involved, the particular pages and
sheets containing the parts reficd upon must be identificd. §f
printed publications are cited, the author (if any), title, date,
pages or plates, and place of publication, or place where a copy
ran be found, shall be given,

(b) When a rejection in an application is based on fucts
within the personal knowicedge of an employee of the Office, the
data shall be as specific as possible, and the reference must be
supported, when called for by the applicant, by the affidavit of
such employee, and such affidavit shall be subject to contradic-
tion or explanation by the affidavits of the applicant and other
]PCrSOns.

{46 FR 29182, May 29, 1981])

§ 1.108 Abandoned applications not cited.

Abandoned applications as such will not he cited as reler-
ences exeept those which have beet opened to inspection by the
public following a defensive publication,

150 FR 9381, Mar. 7, 1985, eflective May 8, 1985]

§ 1,109 Reasons for allowance.

If the examiner believes that the record of the prosecution as
a whole does not make clear his or her reasons for allowing a
claim or claims, the examiner may set forth such reasoning, The
reasons shall be incorporated into an Office action rejecting
other claims of the application or patent under reexamination or
he the subject of a separate communication to the applicant or
patent owner, The applicant or patent owner may file a state-
mentcommenting on the reasons for aliowance within suchtime
as may be specified by the examiner. Failure 1o file such a
statement shall not give rise to any implication that the applicant
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or patent owner agrees with or acquicsces in the reasoning of the
cxaminer,
[46 FR 29182, May 29, 1981]

§ 1.110 Inveatorship and date of invention of the subject
matter of individual claims.

When more than one inventor is named in an application or
patent, the Patent and Trademark Office, when necessary for
purposes of an Office procecding, may require an applicant,
patentee, or owner to identify the inventive entity of the subject
matter of cach claim in the application or patent, Where appro-
priate, the invention dates of the subject matter of cach elaim and
the ownership of the subject matter on the date of invention may
be required of the applicant, patentee or owner, See also §§
1.78(c) and (d).

|{OMB Conirol No. 0651-0018)

{50 FR 9381, Mur. 7, 1985, effective date May 8, 1985]

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

§ L11L Reply by applicant or patent owner,

(a) Afier the Office action, if adverse in any respect, the
applicant or patent owner, if he or she nersists in his or her
application for a patentor reexamination proceeding, must reply
thereto and may request reconsideration or further examination,
with or without amendiment. .

(b) In order 1o be entitted 1o reconsideration or further ¢x-
amination, the applicant or patent owner must make reguest
therefor in writing, The reply by the applicant or patent owner
must distinctly and specifically point out the supposed errors in
the examiner's action and must respond to every ground of ob-
jectionand rejection in the prior Office action. Hthe reply is with
respect to an application, a request may be made that objections
or requirements as o form not necessary to further considera-
tion of the claims be held in abeyance until allowable subject
matterisindicated. The applicant’sor paient owner's reply mnst
appear throughout 10 be a bona fide auempt 1o advance the case
to final action, A general allegation that the claims define a
patentable invention without specifically pointing out how the
language of the claims patentably distinguishes them from the
references does not comply with the requirements of this sec-
tion,

(¢) In amending in response to a rejection of ¢laims in an
application or patent undergoing reexamination, the applicant
or patent owtier must clearly point out the patentable novelty
which he or she thinks the claims present in view of the state of
the art disclosed by the references cited or the objections made,
He or she must also show how the amendments avoid such
references or objections. (Sec §§ 1.135 and 1,136 for time {or
reply.)

|46 FR 29182, May 29, 1981]

§ 1.112 Reconsideration,

After respoanse by applicant or patent owner (§ 1.111), the
application or patent under reexamination will be reconsidered
and again examined, The applicant or patent owner will be

Rev. 13, Nov. 1989



§ LI

notitied if claims are rejected, or objections or requirements
nncle, in the same manner as after the first examination, Appli-
cant or patent owner may respond o such Office action in the
siune manner provided in § 1111, with or without amendment,
Any amendments after the second Office action mustovdinarily
he restricted w the rejection or to the objections or requirements
ke, The application or patent under reexamination will be
again considered, and so on repeatediy, unless the examiner has
indicated that the action is (inal.
[46 FR 29182, May 29, 1981)

§ L3 Final vejection or action,

() On the second or any subscquent examination or consid-
eration the rejection or other action may be made final, where-
upon applicant’s or patent owner's response is limited o appeal
i the case of rejection of any claim (§ 1.191), or to amendment
as specified i § 1,116, Petition may bhe taken 1o the Commis-
sioner in the case of objections or requirements notinvolved in
the rejectionofany claim (§ 1. 181), Response to a final rejection
or action must include cancellation of, or appeal from the
rejection of, cach rejected claim. I any claim stands allowed,
the responsce Lo a final rejection or getion mustcomply with any
requirements or objections to form.

(b) Enmaking such final eejection, the examines shall repeat
orstate all grounds of rejection then considered applicable to the
claims in the case, clearly stating the reasons therefor.,

124 FR 10332, Dec, 22, 1959, 46 FR 29182, May 29, 1981}

AMENDMENTS

§ LI1S Amendment,

The applicant may amend before or after the first cxamina-
tion andd action snd also after the second or subsequent ¢xami-
nation or reconsideration as specified in § 1,112 or when and as
specifically required by the examiner, The patent owner may
amend i accordance witli §§ E510(e) and 1.530(b) prior o
reexamination, and during reexamination proceedings in accor-
dance with §§ 1112 and 1,116,

{46 FR 20183, May 29, 1981}

§ 1.116 Amendments after final action,

(a) Afeer final rejection oraction (§ 1.113) amendments may
be mide cancelling claims or complying with any requirement
of form which has been made. Amendments presenting rejected
claims in better form for consideration on appeal may be
admittesl. The admission of, or refusal to admit, any amendment
alier final rejection, and any proceedings relative thereto, shall
notoperate lorelieve the applicition o patentunder reexamina-
tion from its condition as subject o appeal or 0 save the
application from abandonment under § 1,135,

(b) 1t amendmenis touching the merits of the application or
patentumder reexamination are presented after final rejection, or
atter appeal has been taken, or when such amendment might not
othierwise be proper, they may be admitied apon a showing of
good and sufficient reasons why they are necessary and were not
arlice presented,

(¢) No amendment can be made as a matter of right in
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appealed cases. After decision on appeal, amendments can anly
be made as provided in § 1,198, or 10 carry into cffect a
recommendation under § 1.196.

124 TR 10332, Dec. 22, 1959; 46 FR 29183, May 29, 1981]

§ L11I7 Amendment and revision required.

The specification, cluims and drawings must be amended
and revised when reguired, 1o correet inaccuracies of descrip-
tion and definition or unnecessary prolixity, and to secure cor-
respondence between the claims, the specitication and the draw-
ing.

§ 1118 Amendment of disclosure.

(a) No amendment shall introduce new matter into the dis-
closure of an application after the filing date of the application
(§ 1.53(b)). All amendments to the specification, including the
claims, and the drawings filed after the filing date of the
application must conform to at least one of them as it was at the
time ol the filing of the application. Matter not found in cither,
involving a departure from or an addition io the original disclo-
sure, cannot be added 1o the application aflter its filing date cven
though supported by an oath or declaration in accordance with
§ 1.63 or § 1.67 filed after the filing date of the application,

(b) I7itis determined thatanamendment filed after the filing
date of the application introduces new matter, claims containing
new matter will be rejected and deletion of the new matter in the
specification and drawings will be required even if the amend-
ment is accompanied by an oath or declaration in accordance
with § 1.63 or § 1.67.

[48 FR 2712, Jan, 20, 1983, effective Feb, 27, 1983

§ L1192 Amendment of claims,

The claims may be amended by canceling particular claims,
by presenting new claims, or by rewriting particular ciaims as
indicated in § 1.121. The requirements of § 1111 must be
complicd with by pointing out the specific distinctions believed
torender the claims patentable over the references in presenting
arguments in support of new claims and amendments,

{32 R 13583, Sept. 28, 1967

§ 1121 Manner of making amendments,

(0) Erasures, additions, insertions, or alterations of the
Office file of papers and records must not be physically entered
by the applicant. Amendments to the application (excluding the
claims) are made by filing a paper (which should conform 1o §
1.52), directing or requesting that specificd amendments be
mide. The exact word or words to be stricken out or inserted by
said amendment mast be specificd and the precise point indi-
cated where the deletion or insertion is {0 he made,

(h) Except as otherwise provided herein, a particular claim
may be amended only by directions to cancel or by rewriting
such claim with underining below the word or words added and
brackets around the word or words deleted. The rewriting of o
claim in this form will he constroed as directing the cancellation
of the original claim; however, the original claim number
followed by ihe parenthetical word “amended” must be used for
the rewritten claim, 1 a previonsly rewritien claim is rewritten,
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undertining and bracketing will be applicd in reference to the
previously rewritten claim with the parenthetical expression
“twice amended,” “three times amended,” cte., following the
original claim number,

(©) A particular claim may be amended in the manner indi-
cated for the application in paragraph (a) of this scection to the
extentof corrections in spelling, punctuation, and typographical
crrors. Additional amendments in this manner will be admited
provided the changes arc Himited o (1) Deletions and/or (2) the
addition of no more than five words in any one claim, Any
amendment submitied with instructions to amend particular
claims but failing to contorm to the provisions of paragraphs (b)
and (¢) of this section may be considered nonresponsive and
treated accordingly.

() Where underlining or brackets are intended to appear in
the printed patent or are properly part of the claimed material
and not intended as symbolic of changes in the particular claim,
amendment by rewriting in accordance with paragraph (b) of
this seetion shail be prohibited.

(¢) In reissue applications, both the descriptive portion and
the claims are 1o be amended by either (1) submitting a copy of
a portion of the description or an entire claim with all inatter 1o
he deleted from the patent being placed between brackets and all
matter 10 be added to the patent being underlined, or (2)
indicating the exact word or words 10 be stricken out or inserted
and the precise point where the defetion or insertion is to be
made. Any word or words 1o be inseried must he underlined. See
§ 1173,

(H) Proposed amendmenis presented in patents involved in
reexamination procecdings must be presented in the form of a
full copy ol the textof: (1) Each claim which is amended and (2)

cach paragraph of the description which is amended. Matter
deleted from the patent shall be placed between brackets and
matter added shafl be underlined. Copies of the printed claims
from the patent may be used with any additions heing indicated
by carets and deleted material being placed between brackets,
Claims must notbe renumbered and the numbering of the claims
added for reexamination must follow the number of the highest
mnwbered patent claim, No amendment may enlarge the scope
of the claims of the patent, No new matter may he introduced
into the patent,

[32 FR 13543, Sept, 28, 1967, 46 FR 29183, May 29, 1981 para,
(¢), 49 FR 553, Jan. 4, 1984, effective Apr. 1, 1984

§ 1122 Entey and consideration of amendments,

(i} Amendments are “entered” by the Office by making the
proposed deletions by drawing aline inred ink through the word
orwords canicelied, and by making, the proposed substitutions or
insertions in red ink, small insertions being written in at the
designated place and large insertions heing indicated by refer-
enee,

(h) Ordinarily all amendments presented in g paper filed
while the application is open o amendmentare entered and con-
sidered, subsequent canceflaticn or correction being required of
improper amendments, Untimely amendment papers may be
refused eatey and consideration in whole or in part, For anmend-
ments presented during an interference see § 1,664,
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124 FR 10332, Dec, 22, 1959; pura. (b), 49 FR 48416, Dec. 12,
1984, effective Feb, 11, 1985]

§ 1,123 Amendments to the drawing.

No change in the drawing may be made except by permis-
sion of the Office. Permissible changes in the construction
shown in any drawing may be made only by bonded draftsmen,
at applicant’s expense, or by the submission of substitute
drawings by applicant. A sketch in permanent ink showing
proposed changes, to become partof the record, must be filed for
approval by the examiner and should be a separate paper.

[48 FR 2712, Jun, 20, 1983, effective Feb, 27, 1983, 49 FR 555, Jan.
4, 1984, effective Apr. 1, 1984

§ 1.12¢ Amendment of amendments,

When an amendatory clause is (0 be amended, it should be
wholly rewritten and the original inscrtion canceled, so that no
interlincations or deletions shalf appear in the clause as finatly
presented, Matter canceled by amendment can be reinstated
only by a subsequent amendment presenting the canceled nuat-
ter as a new insertion,

§ 1.125 Substitute specification.

If the mumber or nature of the amendments shall render it
difficultioconsider the case, or toarrange the papers for printing
or copying, the examiner may require the entire specification,
including the claims, or any part thercof, 10 be rewritien, A
substitute specification may not be accepted unless it has been
required by the examiner or unless it is clear to the examiner that
acceplance of a substinte specification would lacilitae proc-
essing of the application. Any substitute specification liled must
be accompanied by a sttement that the substituie specification
inchides no new matier. Such statement must he a verificd
statement if made by a person not registered to practice before
the Office.

|48 FR 2712, Jan, 20, 1983, effective Feb, 27, 1983)

§ 1126 Numbering of clnims,

The original numbering of the claims must be preserved
throughout the prosecution, When claims are canceled, the
remaining claims must not be renumbered. When claims are
added, except when presented in accordance with § 1.121(b),
they must be numbered by the applicant consecutively begin-
ning with the number next following (he highest numbered
claim previously presented (whether entered or not). When the
application is ready for allowance, the examiner, if necessary,
will renumber the claims consecutively in the order in which
they appear or in such order as may have been requested by
applicant.

|32 FR 13583, Sept. 28, 1967]

§ 1127 Petition from refusal o admit amendnient.

From the refusal of the primary examiner to admitan amend-
ment, inwhole or in part, & petition wiil lic to the Commissioner
under § 1,181,
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§ 1131
AFFIDAVITS OVERCOMING REJECTIONS

§ 1131 Affidavit or declaration of prior invention to
overcome cited patent or publication.

(1) When any claim of an application or a patent under reex-
amination is rejected on reference to a domestic patent which
substantially shows or describes but does not claim the same
patentable invention, as defined in § 1.601(n), as the rejected in-
vention, or on reference to a foreign patent or to a printed
publication, and the inventor of the subject matter of the rejected
claim, the owner of the patent under regxamination, or the
person qualificd under §§ 1.42, 1.43 or 1.47, shall make oath or
declaration as to facts showing a completion of the invention in
thiscountry belore the filing date of the application on which the
domestic patent issucd, or before the date of the foreign patent,
or before the date of the printed publication, then the patent or
publication cited shall notbar the grantof a patent to the inventor
or the confirmation of the patentability of the claims of the
paient, unless the date of such patent or printed publication is
more than one year prior to the date on which the inventor's or
patent owners application was filed in this country.

(b) The showing of facts shall be such, in characier and
weight, as to establish reduction 1o practice prior to the effective
date of the reference, or conception of the invention prior to the
cffective date of the reference coupled with due ditigence from
prior to said date 1o a subscquent reduction to practice or to the
filing of the application. Original exhibits of drawings or rec-
ords, or photacopices thereof, must accompany and form part of
the affidavit or declaration or their absence satisfactorily ex-
plained.

124 FR 10332, Dee. 22, 1959; 34 FR 18857, lov, 26, 1969;
para.(n), 48 FR 2713, Jun, 20, 1983, effective Feb., 27, 1983; para. (a),
SO FR 9381, Mar. 7, 1985, effective Moy 8, 1985; 50 FR 11366, Mar.
21, 1985; 53 FR 23713, Junc 23, 1988, cffective Sept. 12, 1988]

§ 1132 Affidavits or declarations traversing grounds of
rejection,

When any claim of an application or a patent under recxami-
nation is rejected on reference to a domestic patent which sub-
stantially shows or describes but does not claim the invention,
oron reference 1o a forcign patent, or to a printed publication, or
1o facts within the personal knowledge of an employee of the
Office, or when rejected upon a mode or capability of operation
attributed 10 a reference, or because the alleged invention is held
to be inoperative or lacking in utility, or frivolous or injurious to
public health or morals, affidavits or declarations aversing
these references or objections may be received.

[48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]

INTERVIEWS

§ 1,133 Enterviews,

(a) Intervicws with examiners concerning applications and
other matters pending before the Gffice must be had in the
cxaminers’ rooms at such times, within office howrs, as the
respective examiners may designate. Interviews will not be
permitted at any other time or place without the authority of the

[ev, 13, Nov. 1989
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Commissioncer. Interviews for the discussion of the paientabil-
ity of pending applications will not be had before the first
official action thereon. Interviews should be arranged for in
advance,

(b) In cvery instance where reconsideration is requesied in
view of an interview with an examiner, a complete written
statement of the reasons presented at the interview as warranting
favorable action must be filed by the applicant. An interview
docs not remove the necessity for response to Office actions as
specified in §§ 1.111, 1,135,

TIME FOR RESPONSE BY APPLICANT;
ABANDONMENT OF APPLICATION

§ 1.134 Time period for response to an Office action.

An Office action will notify the applicant of any non-
statutory or shortened statutory time period set for response to
an Office action. Unless the applicant is notificd in writing that
response is required in less than six months, a maximum period

of six months is allowed,
47 FR 41276, Sepl. 17, 1982, effective Oct. 1, 1982}

§ 1.135 Abandonment for failure to respond within time
fimit.

() If an applicant of a patent application fails to respond
within the time period provided under §§ 1.134 and 1.136, the
application will become abandoned unless an Office action
indicates otherwise.

(b) Prosccution of an application to save it from abandon-
ment pursuant to paragraph (a) of this scction must include such
complete and proper action as the condition of the case may
require. The admission of an amendment not responsive 10 the
last Office action, or refusal toadmit the same, and any proceed-
ings relative thereto, shall not operate to save the application
from abandonment.

(¢) When action by the applicant is a bona fide attempt o
respond and to advance the case to final action, and is substan-
tially acomplete response to the Office action, butconsideration
of same matter or compliance with some requirement has been
inadvertently omitted, opportunity to explain and supply the
omission may be given before the question of abandonment is
considered.

[paras. (), (b) & (c), 47 FR 41276, Sept. 17, 1982, effective Oct.
1, 1982; para. (d) deleted, 49 FR 555, Jan. 4, 1984, cffective Apr. 1,
1984]

§ 1.136 Riling of timcly responses with petition and fee
for extension of time and extensions of time for
cause,

(@) 1f an applicant is required to respond within a non-
statutory or shortened statutory time period, applicant may
respond up to four months after the time period set if a petition
for an extension of time and the fee setin § 1.17 are filed prior
toor with the response, unless (1) applicant is notified otherwise
inan Office action (2) the application is involved in an interfer-
ence declared pursuant to § 1.611 or (3) the response is 0 a
decision by the Board of Patent Appeals and Interferences
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pursuant to §§ 1,196, 1.197 or 1,304, The dute on which the
response, the petition, and the fee have been filed is the date of
the response and also the date for purposes of determining the
period of extension and the corresponding amount of the fee.
The expiration of the time period is determined by the amount
of the fee paid. In no case may an applicant respond later than
the maximum time period set by statute, or be granted an
extension of time under paragraph (b) of this scction when the
provisions of this paragraph are available. Sce § 1.136(b) for
extensions of time relating to proceedings pursuant1o § 1. 196 or
§ 1197, § 1.304 for exiension of time to appeal to the ULS. Conrt
of Appeals fo: the Federal Circuitor tocommence acivil action,
§ 1.645 for extension of ime in interference procecdings and §
1.550(c) for extension of time in reexamination proceedings,

(b) When a response with petition and fee for extension of
time cannotbe filed pursuant 1o paragraph (a) of this section, the
time for response will be extended only for sufficient cause, and
for a reasonable time specified. Any reguest for such extension
must be filed on or before the day on which action by (he
applicantis due, butin no case will the mere filing of the request
effectany extension. In no case can any extension carry the date
on which response to an Office action is due heyond the
maximum time period set by statute or be granted when the
provisions of paragraph (a) of this section are available. See §
1.304 for extension of time to appeal (o the ULS. Court of
Appeals for the Federal Circuit or to commence a civil action,
§ 1.645 for extension of time in interference proceedings and §
1.550(c) for extension of time in reexamination proceedings,

[OMB Conirol No, 0651-0011}

[47 FR 41277, Sept. 17, 1962, effective Oct. 1, 1982; 49 IR 555,
Jan, 4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dee, 12, 1984,
elfective Feb. |11, 1985: 54 FR 29551, July 13, 1989, effective Aug. 20,
19%9)

§ 1.137 Revival of abandoned application.

(@) Anapplication abandoaed for failure to prosceute may he
revived as a pending application if it is shows (o the satistaction
of the Commissioner thai the delay was unavoidabie. A petition
to revive an abandoned application must be promptly filed after
the applicant is notified of, or otherwise becomes aware of, the
abandonment, and must he accompanied by a showing of the
causes of the delay, by the proposed response unless it has been
previously fifed, and by the petition fee set forth in § 1,17(1).
Such showing must be a verified showing ift made by a person
not registered o practice before the Patent and Trademark
Office,

(b)Y An application unintentionally abandoned for failure 10
prosecute, exeept pnssuant of § 1.53(d), may he revived as
pending application if the delay was unintentional, A peition 1o
revive an nnintentionally abandoned application must be filed
within one year of the date on which the application became
abandoned or he filed within three months of the date of the first
decision an a petition (o revive under paragraph (@) of this
section which was filed within one year of the date of abandon-
ment of thie application. A peiition to revive an unintentionally
abandoned application must be accompanicd by: (1) A state-
ment that the abandonment was unintentional; (2) A proposed
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response unless it has been previousty filed, and () & petition
fee as setforth in § 1.17¢m). Such statement must be a verified
statement it made by a person not registered (o practice before
the Patent and Trademark Office. The Commissioner may
require additional information where there is a question whether
the abandonment was unintentional, ‘The three month period set
forth in this paragraph may be extended under the provisions of
§ 1.136(a), but no further extensions under § 1.136(0) will he
granted. Petitions o the Commissioner under § 1183 (o waive
any tume periods for requesting revival of an unintentionally
abandoned application will not be considered, but will he
returned (o the applicant,

(c) Any petition pursnant 1o paragraph (2) of this section not
filed within six months of the date of abandonment mnst be
accompanied by a terminal disclaimer with fee under § 1,321
dedicating to the public a terminal part of the term of any patent
granted thereon equivalent (o the periad of abandonment of the
application.

[OMB Control No, 0651-0(1 1}

[ATER 41277, Sept, 17, 1982, effective Oct, 1, 198, para, (b), A8
IR 2713, Jan. 20, 1983, effective Feb, 27, 1983}

§ L138 Express abandonment.

Anapplication may he expressly abandoned by filing in the
Patent andd Trademark Office a written declaration of abandon-
mentsigned by the applicant and the assignee of record, it any,
and identifying the application, An application may also he
expressly abandoned by filing a written declaration of abandon-
ment signed by the atorney or agent of record. A registered
attorney or agent acting under the provision of § 1.34(a), or of
record, may also expressly abandon a prior application as of the
filing date granted to a continuing application when filing such
a continuing application, Express abandonment of the applica-
tion may not be recognized by the Office unless it is actually
reecived by appropriateofticials intime o act thercon before the
date ol issue,

[OMB Control No. 0651-0011)

[47TFR 47244, 0c1, 25, 1982, effective Feb, 27, 1US3; 9 FR AR 16,
Dec. 12, 1984, effective Feb, 11, 1985)

JOINDER OF INVENTIONS IN ONE APPLICATION;
RESTRICTION

§ L141 Different inventions in one national
apphication,

(0) Two or more independent and distinct inventions may
notheclaimed inone nationai application, except that maoge than
one species of an invention, not to exeeed a reasonable number,
may he specifically claimed in different claims in one national
application, provided the application also inchades an allowable
claim generic o all the claimed species and all the claims to
species in exeess of one are written in dependent form (§ 1.75)
or otherwise include all the limitations of the generic ¢laim,

(h) Where claims to all three categories, product, process ol
making and process of use, are included in a national applica-
tion, o three way requirement for restriction can only be made
where the process of making is distinet from the product, 1 the
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process of making, and the product ure not distinet, the process
ol using may b joined with the claims directed to the product
anct the process of making the product even though a showing
of distinctness between the product and process of using the
product can be made,

[52 FR 20046, May 28, 1987, effective July 1, 1987}

§ L1422 Requirement for vestriction,

() I two or more independent and distinct inventions are
cluimed in a single application, the examiner in his action shatl
require the applicant in his response to that action (o clect that
invention to which his claim shall be restricted, this official
action being called a requirement for restriction (also known as
arequirement for division). Hthe distinetness and independence
ol the inventions be clear, such requirement will be made before
any action on the merits; however, it may be made ot any time
belore final action in the case at the diseretion of the examiner,

(b Claims to the invention or inventions not elected, i not
cancelled, are neverthicless withdrawn from further considera-
tion by the exansiner by the clection, subject however 1o rein-
statenent in the event the requirement for restriction is with-
drawn or overruled,

§ 1143 Reconsideration of requirement,

1€ the applicant disagrees with the requirement for restric-
tion, he may request reconsideration and withdrawal or modifi-
cation of the reguirement, giving the reasons therefor (see §
L1 In requesting reconsideration the applicant must indi-
ate a provisional election of one invention for prosecution,
which invention shall be the one elected in the event the
reqairenient hecomes final, The requirement for restriction will
be reconsidered on such arequest. If the requirement is repeated
and made final, the examiner will at the same time act on the
claims to the invention elected.

§ 1.144 Petition from requivement for restriction,

After afinal requirement for restriction, the applicant, in ad-
dition w making any response due on the remainder of the
action, nity petition the Commissioner 10 review the require-
ment. Petition may be deferred until after final action on or
attowance of claims to the invention elected, but must be filed
not later than appeal. A petition will not be considered if
reconsideration of the requirement was not requested. (See §
LIBE)

§ 1,145 Subscquent presentation of cinims for ditferent
invention,

if, after an office action on an application, the applicant
presemts claims direeted 1o an invention distinet from and
independent of the invention previously claimed, the applicant
will be required terestrict the elaims to the invention previously
claimed if the amendment is enterad, subjeces to reconsideration
and review as provided in §§ 1,143 and 1,144,

§ 1146 Election of species,
In the first action on an application conlaining a generic

claim and ¢laims restricted separately 1o each of more than one
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species embraced thereby, the examiner may require the appli-
cant in his response to that action to elect that species of his or
her invention to which his or her ¢claim shall be restricied it no
generic claim is held allowable, However, if such application
contains claims dirccted to more than a reasonable number of
species, the examiner may require restriction of the claims tonot
more than a reasonable number of spiecies before taking further
action in the case.
(43 FR 20465, May 11, 1978)

DESIGN PATENTS

§ 1L1S1 Rules applicable.

The rules relating o applications for patents for other inven-
tions or discoveries are also applicable to applications for
patents for designs except as otherwise provided.

§ 1152 Drawing,

The design must be representcd by a drawing made in
conformity with the rules laid down for drawings of mechanical
inventions and must contain a sufficient number of views (o
constitute a complete disclosure of the appearance of the article,
Appropriate surface shading must be used to show the character
orcontourof the surfaces represented. Broken lines may be used
to show visible enviconmental structure, but may not be used to
show hidden planes and surfaces which cannot be seen through

opaque malerials,
153 FR 47810, Nov, 28, 1988, effective Jan. 1, 1989]

§ 1153 Title, description and clvim, osth or
declaration,

() ‘The title of the design must designate the particulor
article. No deseription, other than a reference to the drawing, is
ordinarily required. The claim shalt be in formal ierms to the or-
namental design for the article (specilying name) as shown, or
as shown and described. More than one claim isneither required
nor permitted.

() The oath or declaration required of the applicant must
comply with § 1.63,

{24 FR 10332, Dec., 22, 1959; 29 FR 18503, Dec. 29, 1964; para.
(), 48 FR 2712, Jan. 20, 1982, effeciive Feb, 27, 1983])

§ 1,154 Arrangement of specification,

The following order of arrungement should be observed in
framing design specilications:

(1) Preamble, stating name of the applicant and title of the
design,

(b) Description of the figure or figures of the drawing,

(¢) Description, if any.

() Claim,

(c) Signed oath or declaration (See § 1.153(b)).

{24 FR 10332, Dee, 22, 1959, para. (o), 48 FR 2713, Jan, 20, 1083,
offective date Feb, 27, 1983

§ LISS Issue and term of design palents,
() If, on examination, it shalt appear that the applicant is
entitled to a design patent under the law, a notice of allowance
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will be sent 1o the applicant, or applicant’s attorney or agent,
calling for the payment of the issue fee (§ 1.18(b)), 1f this issuc
fee is not paid within 3 months of the date of the notice of
allowance, the application shall be regarded as abandoned.

(b) The Commissioner may accept the payment of the issuc
fec later than three months after the mailing of the notice of
allowance as though no abandonment had ever occurred il npon
petition the delay in payment is shown to have been unavoid-
able. The petition 10 aceept the delayed payment must be
promptly filed after the applicant is notified of, or otherwise
becomes aware of, the abandonment, and must be accompanied
by (1) the issuc fee, unless it has been previously submitied, (2)
the fee for delayed payment (§ 1.17(1)), and (3) a showing that
the delay was unavoidable, Such showing must be a verified
showing if made by apersonnot registered o practice before the
Patent and Tracemark Office.

() The Commissioner may, upon petition, aceept the pay-
ment of the issue fee later than three months after the mailing of
the notice of allowance as though no abandonment had ever oc-
curred il the delay in payment was unintentional. The petition to
aceept the detayed payment must be filed within one year of the
date on which the application became abandoned or be filed
within three months of the date of the first decision on a petition
under paragraph (b) of this section which was fifed within one
year of the date of abatlonment of the application. The petition
o aceept the delayed payment must be accompanied by (1) the
issue fee, unless it has been previously submitted, (2) the fee for
unintentionally delayed payment (§ 1.17(m)), and (3) o stte-
ment that the delay was uninientional, Such stetement mast be
a verified statement if made by a person not registered 1o
practice betore the Patent and Trademark Office, The Comniis-
sioner may require additional information where there is a
question whether the abandonment was unintentional, The
three-month period from the date of the firstdecision referred
in this paragraph may be exiended under the provisions of §
1.136¢0), but no fuether extensions under § 1.136(b) will be
granted. Petitions o the Commissioner under § 1,183 1o waive
any time periods Tor requesting cevival of an unintentionally
abandoned application will not be considered, but will be
retuenced o applicant,

() Any petition pursuant to parggraph (b) of this section not
filed within six months of the date of abandonment must be
accompanicd by ¢ terminal discleimer with fee under § 1,321
dedicuting 1o the public a termiinal part of the term of any patent
granted thercon equivalent 1o the period of abandonment of the
application,

47 FR 41277, Sept. 17, 1982, oflective dato Oct. 1, 1982}

PLANT PATENTS

§ 1,161 Rules npplicable,

The rules eelating o applications for patent for other inven-
tions or discoveries are also applicable to applications for
patents for plants except as otherwise provided,

§ 1162 Applicant, oath or declarntion,
The applicant for a plant patent must be the person who has
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invented or discovered and asexually repraduced the new and
distinet variety of plant for which a patent is sought (or as
provided in §§ 1.42, 1.43 and 1.47). The oath o declation
required of the applicant, in addition to the averments reguired
by § 1.63, must state that he or she has asexually reproduced the
plant. Where the plant is a newly found plant the oath or
declaration must also state that it was found in a cultivated are,

{OMB Control No, 0651-0011}

(48 FR 2713, Jun, 20, 1983, effective Feb. 27, 1983]

§ L163 Specification.

() The specification must contain as full and complete a
disclosure as possible of the plant and the characteristies thereofl
that distinguish the same over related known vagietics, and its
antecedents, and must particularly poing out where and in what
manner the varicty of plant has been asexually reproduced. In
the case of o newly found plant, the specification must particu-
Iarly point out the location and ¢haracter of the area where the
plant was discovered.

(b) Two copies of the specification (including the ¢lain)
must be submitted, but only one signed oath or declaration is
required, The second copy of the specification may be alegible
carbon copy of the original.

{24 FR 10332, Dac, 22, 1959, para. (1), 4R FR 2713, Jan, 20, 1981,
offective Fob, 27, 1983)

§ 1164 Clalm,

The claim shall be in formal terms 1o the new and distinet
variety of the specified plant as described and itlustrated, and
may afso recite the principal distinguishing characteristics,
More than one ¢laim is not permitted,

§ 1,165 Drawings.

() Plant patent drawings are not meechanical drawings s
should be artistically and competently excented, Figure num-
bers and reference characters need not be employed unless
required by the examiner. The drawing mnst disclose all the
distinctive characteristics of the plant capable ol visual repre-
septation,

(b) The drawing may be in color and when color is a distin-
guishing characteristic of the new variety, the drawing must be
incolor, Two copics of color drawings must be submitied. Color
drawings may be made either in permanent water color or oil, or
in licu thercof may be photographs made by color photograpiy
or properly colored on sensitized paper, Permanently mounted
color photographs are acceptable. The paper in any case must
coreespond in size, weight and quality o the paper required for
other drawings. Sce § 1.84,

(24 FR 10332, Do, 22, 1959; para. (b), 47 FR 41277, Sept, 17,
1982, effoctive Oct. 1, 1982)

§ 1,166 Specimens,

The applicant may be required 1o furnish specimens of the
plant, or its flower or fruit, in a guantity and at o time in its stage
of growth as may be designated, for study and inspection, Such
specimens, properly packed, must be forwarded in conformity
with instrictions furnished o the applicant, When it is not

Rov. 13, Nav. [9R0



§ 1167

possible to torwied such specimens, plants must be imade
available for official inspection ahere grown,

§ L167 Examination

() Applications may be submitted by the Patent and Trade-
ik Office o the Depariment of Agriculture for study and
TepOrt,

(b) Affidavits or declarations from qualificd agricultaral or
hosticultural experts regarding the novelty and distinetiveness
of the varicty of plant muy be received when the need of such

affidavits or deciarations is indicated.,
24 FR 10332, Dac, 22, 1959; 34 FR 18887, Nov, 26, 1969]

REISSUES

§ LA7E Application for relssae,

An application for reissue must contain the same parts
required tor an application for an original patent, complying
with all the rules relating thereto except as otherwise provided,
anef in pddition, mst comply with the requirements of the rules
reliwring o reissue applications, The application must be necom-
panicd by o centified copy of an abstract of title or an order for
mtithe report accompanied by the fee set torth in § 1, 19(b)2), 0
be placed in the {ite, and by an offer to surrender the original
patent (§ 1178,

JOMB Control No. 0651.0011)

147 FR 41278, Sept, 17, 1083, effective Oct. |, 1982, rovised, 54
FR 6893, Fob. 17, 1989, S4 FR 9432, March 7, 1989, offoctive Apr. 17,
1989

§ L1723 Applicants, ussignees.

() Arcissuc oath must be sigined and swor toor deciaration
minle by the inventor or inventors oxcept as atherwise provided
(sec 88 142, 143, 147, and awst be accompaniced by the
written assend of all assignees, if any, owning an aclivided
interestin the patent, but a reissue onth may be made il sworn
toor declarstion made by the assignee of the entire interest il the
application does not seck w0 entarge the scope of the claims of
the original patent,

() A reissue will be gramed w the original patentee, his
legal representative or assigns as the interest may appear,

FOMB Control No. 0651001 1]

AER TOXI2, Doe, 22, 1959, para, (0), A8 TR 2713, Jan. 20, 1983,
effective Feb, 27, 1983

§ LT3 Specificution,

The specificatson of the reissue application must includo the
entire specification and claims of the patent, with the matter 10
be omitted by reissue enclosed in sqouare brackets; and any
aclditions mule by the reissue must bo underlingd, so that the old
and the new specifications and cluims may bo readily compared.
Claims shonld not be renumberad and the numbering of cluims
added by reissue shoukd folfow the number of the highest
tnbered patent ¢laim, No now matter shalt be intraduced into
the specification,

§ 1174 Deawlngs.
() The drawings upon which the original patent was issued

Rov. 1Y, Nav, 1080 R
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may be used inreissue applications if nochanges whatsoever are
to be made in the deawings. In such cases, when the reissue
application is filed, the applicant must submit a temporary
deawing which may consist of o copy of the printed drawings of
the patent or & photoprint of the original drawings of the sive
required for original drawing,

(b) Amendments which can be made in o reissue drawing,
that is, changes from the drawing of the patent, are resiricted.

{24 FR 10332, Dec, 22, 1959; pura. (), 48 FR 2713, Jan, 20, 1983,
effective Feb, 27, 1983

§ L1785 Retssue onth or decluration.

(@) Applicants for reissue, in addition to complying with the
requirements of § 1.63, must also file with their applications a
statement under oath o declaration as follows:

(1) When the applicant verily believes the original patent
(o be wholly or partly inoperative or invalid, stating such beliel
and the fensons why,

(2) Whenitis claimed that such patent is so inoperative or
invalid “by reason of a defective specification or drawing,”
particularly specifying such defects.

(3) When it is cluimed that such patent is inoperative or
invalid “by reason of the patentee claining more or less than he
tal the vight to claine in the patent,” distinctly specifying the
excess or insufficiency in the claims.

(4) {Reserved)

(5) Pacticularly specifying the errors relicd upon, and how
they arose or ocenired,

(6) Stating that said crrors urose
intention” on the part of the applicant,

() Acknowledging a duly to disclose information appli-
cant is awaee of which is material to the examination of the
application,

(1) Corroborating uffidavits or deciarations of others may
be filed and the examiner may, in any case, require additional
informationor affidavits or declarations concerning the applica-
tion for reissue and its object.

JOMB Control No. 0681.0011]

240 FR 10332, Dec. 22, 1959; 29 FR 18503, Dee. 29, 1964; 34 FR
18857, Nov, 26, 1969, para. (n), 47 FR 21752, May 19, 1982, ollective
July 1 1982; para, (0), 48 FR 2713, Jan, 20, 1983, cffective Feb. 27,
1983}

"

without any deceptive

§ 1176 Examinution of reissue,

Anoriginal claim, if re-presented in the reissue application,
is subject 1o reexamination, and the entire application will be
examined in the same manner as original applications, subject
to the rules relating thereto, excepting that division will not be
required, Applications for reissue will be acted on by the
examiner in advance of other applications, but not sooner than
two months after the announcement of the fiting of the reissue
application has appeared in the Official Gazette.

{42 FR 8595, Jan. 28, 1977]

§ L1177 Relssue in divisions,

The Commissioner may, in his or her discretion, cuuse
several patents o be issued for distinet and separate parts of the
thing patenied, upon demand of the applicant, and upon pay-
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ment of the required fee for each division, Each division of a
reissue constitutes the subject of a separate specification de-
scriptive of the part or parts of the invention claimed in such
division; and the drawing may represent only such part or parts,
subjectto the provisionsof §§ 1.83 and 1.84, On filing divisional
reissuc applications, they shall be referred to the Commissioner.
Unless otherwise ordered by the Commissioner upon petition
and payment of the fee set forthin § 1.173)(1), all the divisions
of a reissue will issue simultancously; if there be any contro-
versy as 1o one division, the others will be withheld from issue
until the controversy is ended, untess the Commissioner shall

otherwise order,

147 FR 41278, Sept. 17, 1982, offective dume Oct, 1, 1982, revised,
54 FR 6893, Feb, 15, 1989, 54 FR 9432, March 7, 1989, offective Apr.
17, 1989]

§ 1178 Original patent,

The application for a reissue must be accompanied by an
offer 10 surrender the original patent. The application should
also be gecompanicd by the original patent, or if the original is
lost or innceessible, by an affidavit or declaration 1o that effect.
The appiication may be accepted for examination in the absence
of the original patent or the aftidavit or declaration, but one or
the other must be supplicd before the case is allowed. If areissue
be relused, the original pateat will be returned to applicant upon
his reguest.

[OMB Control No. 06510011}

124 FR 10332, Dec, 22, 1959; 34 FR 18857, Nov, 26, 1969}

§ 1,179 Notice of relssue spplication.

When an application for & reissue is filed, theee will be
placed in the file of the original patenta notice stating that gan ap-
plication for reissue has been fited, When the reissue is granted
or the reissue application is otherwise terminated, the fact will
be added o the notice in the file of the original pateant.

PETITIONS AND ACTIONS BY THE COMMISSIONER

§ 1181 Petition to the Commissioner.

(o) Petition may be taken to the Commissioner: (1) Fromany
action or requirement of any examiner in the ex parte prosceu-
tion of an application whichi is not subject to appeat to the Board
of Patent Appeals and Interferences or o the court; (2) in cases
in which a statute or the rules specify that the matter is 10 be
determined directly by or reviewed by the Commissioner; and
(3) to invoke the supervisory anthority of the Commissioner in
appropriate circumstances, Forpetitions in interferences, sec §
1.6:4:4,

(b) Any such petition must contain a statement of the facts
involved and the point or points to be reviewed and the action
requested.  Briefs or memoranda, i any, in support thereof
should accompany or be embaodied in the petition; and where
facts are 1o be proven, the proof in the form of affidavits or
declarations (and exhibits, if any) must accompuny the petition,

(¢} When a petition is taken from an action or requirement
of an examiner in the ex parte prasecution of an application, it
may be required that there have beena proper request for recon-
sideration (§ 1.111) and a repeated action by the examiner, The
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examiner mity be directed by the Commissioner (o furnish a
written stitement, within a specitied time, seting torth the
reasons for his decision upon the matiers averred inthe petition,
supplying n copy thereot to the petitioner.

() Where a fee is required for a petition to the Comis-
sioner the appropriate section of this part will so indicate. 1 any
required fee does not accompany the petition, the petition wili
be dismissed.

(e) Oral hearing will notbe granted except whenconsidered
necessary by the Commissioner.,

(N Exeept as otherwise provided in these vules, any such
petition not filed within 2 months from the action complained
of, may be dismissed as untimely. 'The mere filing of a petition
will not stay the period for reply 1o an Examiner's action which
may be running against an application, nor actas a stay of other
proceedings.

(g) The Commissioner may delegate 1o approprigie Pateni
and Trademark Office officials the determination of petitions,

124 FR 10332, Dee, 22, 1959; 34 FR 18RS7, Nov. 26, 196, paras,
() & () 47 ER A1, Sept. 17, 1982, effective Oct. 1, 1982 para, (1),
49 FR 48416, Dee. 12, 1984, effective Feb, 11, 19RS5]

§ L182 Questions not specifically provided for,

All cases not specifically provided for in the regulations of this
part will be decided in accordance with the merits of cach case
by or uwider the authority of the Commissioner, and such
decision will be communicated o the interested parties in
writing. Any petition secking a decision under this section st
be accompanied by the petition fee set forth in § 1.17(h).

[47 FR 41278, Sept. 17, 1982, effective date Oct, 1, 1982)

§ LI83 Suspension of vules,

Inan extraordinary situation, when justice requires, any re-
quirement of the regutation i this part which is not a require-
ment of the statutes may e suspended or waived by the
Commissioner or the Commissioner's designee, sua sponte, or
on petition of the interested party, subject o such other require-
ments as may he imposed. Any petition wnder tiis section st
be accompanicd by the petition fee set forth in § 1.17¢h),

(47 FR 41278, Sept. 17, 1982, oftective Oct. 1, 1982}

§ 1184 Reconsideration of enses decided by former
Commissioners.
Cases which have been decided by one Commissioner will
not be reconsidered by his successor except in accordance with
the principles which govern the granting of new trigls,

APPEAL TO 'THE BOARD OF PATENT APPEALS AND
INTERPERENCES

AUTHORITY: Sees. 1,191 10 L 198 also issued under 35 US.CL 134,

§ L19) Append to Board of Patent Appeals and
Interferences,

@) Every applicant for a patent or for reissuc of a patent, or
every owner of a patent under reexamination, any of the clpims
of which have been twice rejected or who has been given a final
rejection (§ 1.113), may, upon the payment of the fee set forth
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in § L), appeat from the decision of the examiner o the
Board of Patent Appeals and Interferences within the time
attowed for response,

(b) The appeal in an application or reexiumination procecd-
ing, must identily the rejected claim or claims appealed, and
must be signed by the applicant, patent owner or duly amthorized
AUOMCY OF agem,

©) Anappeal when taken must be taken from the sejection
ol allelaims ander rejection which the applicant or paeng owner
Proposes ([0 contest, Questions relating o matters not affecting
fhie merity of the invention may be required to be settled before
an appeal can be considered,

() The time periods set forth in §§ 1191 through 1,193 are
subject to the provisions of § 1136 for patent applications or §
1.350¢¢) for reexamination procecdings, See § LAM@) for
extensions of time for filing o notice of appenl 1o the LS, Conrt
ol Appeals for the Federal Cireuit or for commencing, a civil
aciion, '

(¢) Jurisdiction over the application or patent nnder reex-
ammination passes 10 the Board of Patent Appeals and Tinterfer-
enees upon wansmital of e file, including all briefs and
examiner's answers, 10 the Board, Priorto the entry of adecision
ou the appeal, the Commissioner may sua sponte order the
application reimanded to the cxaminer,

FOMEB Control No. 06510011}

[46 FR 29183, May 29, 1981; para, (), 47 FR 41278, Sept, 17,
1982, effective Get. 1, 1982, parn, (d), 49 FR 535, Joan, 4, (984,
effective Apr, 1, 1984; 49 FR ABA 16, Dee. 12, 1984, effoctive Teb, 11,
1985; paeas (b) & () wmeaded, para, () added, 54 FR 295583, July (3,
198Y, effeciive Aug. 20, 1980}

§ 1192 Appeltlant's brief.

() ‘The appetiant shall, within 2 months from the daie of the
aotice of appeal dader § LAY inan application, reissue appli-
cation, or patent under reexamination, or within the time al-
lowed for response w the action appealed from, if such time is
later, file o bricCin triplicate, The briet must be accompanied by
the requisite fee set forth in § 1E7(0) and must set forth the
authorities and arguments on which the appellant wifl rely 1o
nitntain the appeal,

(b On tailure 1o file the brict, accompanicd by the requisite
fee, within the time allowed, the appeal shall stand dismissed.

(©) 'Fhe briet shall contain the following items under appio-
priasge headings ol in the order here indicated:

(1Y Statuy of Cladmys, A statement of the status of all the
cliuims, pewding or cancelled, and identifying the claims ap-
pealed,

() Sttus of Amencdments, A stutement of the statas of any
amendment filed subseguent to final rejection,

(3 Summary of Invention. A coneise explanation of the
invention defined in the elaims involved i the appeal, which
shall refer 1o the specification by page and line number, and o
the drawing, it any, by reference eharncters.

4y Tevues, A concise stitement of the issues presented for
feview,

(5) Grouping of Claims, Fos cach gronnd of eejection which
appellmt contests and which applies 1o more than one claim, it
will be presumed that the rejected claims stand or Il together

Rev, T4, Nov, {089
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unless o siatement is included that the rejected claims do not
stand or fall together, and in the approprisie part or parts of the
argument under subparagraph (©)(6) of this section appellant
presents reasons as o why appellant considers the rejected
cluims to be separately patentable,

(O) Argrment. Thecontentions ef (e appettant with respect
tocach of the issues presented for review in subparagrph (0)(4)
of this section, and the basis therefor, with citations of the
authoritics, situtes, and paets of the record relied on, Bach issug
should be treated under o separate heading,

(i) Forcach rojection under 35 1.8.C, 112, fist paragraph,
the argument shall specifly the errors in the rejection and how the
first preagraph of 35 US.CL T2 is complied with, including, as
approprinte, how the specification and drawings, il any,

(A) deseribe the subject matter defined by each of the
rejected elnims,

(B) enable aay person skilled in the art to make and use the
subject matter defined by cach of the rejected claims, and

(€ set forth the best made comemplated by the inveator of
carrying out his or her invention,

(i) For ench rejection under 35 U.S.CL 112, second pacae
graph, the argument shalt specity the esrors in the rejection and
how the claims particularly point ont and distinetly elaim the
subjec: matter which applicant regaeds as the invention,

(i) For each rejection under 35 ULS.CL 102, the argument
shall specify the eevors in the rejection and why the rejected
clims are patentable inder 35 US.CL 102, inchuding any
specitic limitations in the rejected cliims which are not de-
seribed in the prior art relicd upon in the rejection,

(iv) For cach rejection under 35 1.8,C, 103, the argument
shall specify the errors in the rejection and, it appropriaie, the
specific limitations in the rejected claims whiclh are not de-
seribed in the prioragtrelicd onin the rejection, and shall explain
how such limitations render the elaimed subject matter unobvi-
ous over the priorart, 11 the rejoction is based upon o combina-
tion of references, the argument shatl explain why the refer-
enees, taken as a whaole, do not suggest the claimed subject
matter, and shall include, a8 may be appropriate, an explanation
of why features disclosed in one reterence may not properly be
combined with features disclosed in another reference, A gen-
eralargumaent thatall the limitations ave notdeseribed ina single
reference does not satisfy the requirements of this paragraph.

(v) For any rejection other than those referred to in para-
graphx (€)(6)() to (ivy of this seetion, the argumient shall specily
the errors in the gejection and the specitic Bmitations in the
rejected claims, ifappropriate, or other reasons, which cause the
rejection 1o be in ereor,

(N Appendix. Anappendix comtaining acopy of the claims
involved in the appeal,

() U bief is filed which does not comply with all the
requirements of preagraph (¢) of this section, the appetlant will
be notiticd ol the reasons fornon-complianee and provided with
aperiod of one month within which o 1ile an amended briof, i
the appellant does not file an amended briel during the one-
month period, or fifes an amended brict which does not over-
come all the reasons for pon-complinnee stated i the notifica-
tion, the appeal witl be dismissed. Any arguments or anthorities
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not included in the brief may be refused consideration by the
Bouard ol Patent Appeals and Interlerences,

136 FR 5850, Mar, 30, 197 1 para, (0), 47T FR 41278, Sept. 17, 1982,
effective Ot 1, 1982; para. (1), 49 'R 556, Jan. 4, 1984, eflective Apr,
1, 1984; 53 FR 23734, June 23, 1988, offective Sept. 12, 1988}

§ L193 Examiner’s answer,

() The primary examiner may, within such time as may be
direcied by the Commissioner, furnish a written staicment in
aaswer to the appellant’s briel including such explanation of the
invention claimed and of the references and gefhinds ol rejection
as may be necessary, supplying a copy o the appellant. 1 the
primary examiner shall find that the appeal is notregular in form
or does 1ot relate 1o an appealable action, he shall so state and
apetition fromi such decision may be taken to the Commissioner
as provided in § 1,181,

(b) The appellant may file a reply briet directed only 10 such
new points of argument ws may be raised in the examiner’s
answer, within one month from the date of such answer, The
new points ol argument shall be specifically identified in the
reply brief, 1 the examiner determines that the reply briel is not
directed onty (o new points of argumient caised in the examiner’s
answer, the examiner may refuse entry of the reply brielf and will
50 notify the appellant, 1 the examiner's answer states o ew
gronnd of rejection appedlant may file areply thereto within two
months from the date of such answer; suchreply may he accom-
panicd by any amendment or material appropriate to the new
ground.

(©) Any decision pursuantto § 1.56(d) rejecting claims inan
application already under appeal of a rejection based on other
gromds shall constiitute o supplemental examiner's answer
introdaucing a new ground ol rejection and removing the suspen-
sion of the appeal introduced pursuant w § £.56(¢), in which

qase appettantwiay file a geply thereto within two montlis from

the date of the supplemental examiner’s answer, Suchreply will
be considered and responded toas necessary. Appellantmay file
areply briet directed to any such response within one month ol
the date of response or within such other time as may be set in
the response,

(24 FR 10332, Duee, 22, 1959; 34 FR 18838, Nov.26, 1969; para,
() ATER 21752, Muy 19, 1982, adided eftective July 1, 1982; para. (b),
SOTR 9382, Mar. 7, 1985, effective May 8, 1985; S3 FR 23738, June
23, TYBK, effective Sept. 12, 1988]

§ Lied Oreal henving,

(m  An orl hearing should be reguested only in those
circumstances in which the appellant coansiders such o hearing,
necessiny or desirable for a proper presentation of his appeal,
Arappeal decided without anoral hearing will receive the sine
consideration by the Board of Patent Appeals and Interferences
ay appeals decided after oval hearing,

(b) 1€ appellant desires an oral hearing, appeliant st lile a
written redguest for such hearing accomipamied by the fee set forth
i § L7 within one month after the date of the examiner's
auswer, 1 the examiner's answer states a new ground of rejece
tion and i appellant files a veply as provided for by § 1193(h),
then the written request st be made within three months afier
the dite of the filing of the reply, I appellant requests an oral
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hearing and submits therewith the fee set torth in § L17(), an
oral argument may be presented by, oron behalf of, the primary
examiner il considered desisable by cither the primary examiner
or the Board.

(c) 1 no reguest and f2¢ or oral hearing have been timely
(iled by the appellant, the appeal will be assigned for considera-
tion and decision, I ihe appellant has requested an oral hearing
and has submitted the fee set forth in § 117(g), a day ol hearing
will be set, and due notice thereof given o the appellant and 10
the primary examiner. Hearing will be held as stated in the
notice, and oral argiment will be limited 10 twenty tinntes for
the appellant and fifteen minutes for the primary examiner
unless otherwise ordered betore the hearing begins.,

(42 FR 8595, Jan. 28, 1977 puras. (b) & (©), ATFR A1278, Sept. 17,
1982, effective Oct. 1, 198 para, (), 49 FR 48416, Dece. 12, 1984,
elfective Feb. 11, 1985 pura. (b) revised 53 FR 23735, lune 23, 1988,
effective Sept. 12, 1988

§ 1198 Affidavits or declavations after appeal. '
Aftidavits, declacations, or exhibits submited after the case

has been appealed will noe be admitted withont a showing of

goodand sullicient reasons why they were not carlier presented.
134 FR 18858, Nov., 26, 1969]

§ L196 Decision by the Board of Patent Appeals and
Interferences.

() The Board of Pateat Appeals mad Interferences, in its
decision, may aftiom or reverse the decision of the examiner in
whole or in part on the grounds and on the claims specilicd by
the examiner or remand the application o the examiner (or
further consideration, The altirmance of the rejection of aclaim
onany of the grounds specilicd constitutes a general affirmance
of the decision of (the examiner on that claim, except as o any
ground specilically reversed,

(1 Should the Board of Patest Appeals and nterferences
have knowledge of any grounds not involved in the appeal (or
rejecting any appeated claimy, it may include in the decision a
statement to that effect with its reasons for so holding, which
statement shall constitute a new rejection of the claims. A new
rejection shall not be considered finad for purposes of judicial ve-
view, When the Board of Patent Appeals and Interferences
makes 8 new rejection of an appealed claim, the appeliant may
exercise any one of the following two options with respect to the
new ground:

(D The appelant may submit an appropriate amendment
of the claims so rejected ora showing of facts, or both, and have
the matter reconsidered by the examumer in which event the ap-
plication will be remanded (o the examiner. The staiement shall
be binding upon the examiner unless an amendment or showing
of {acts not previonsly of vecord be made whicl, in the opinion
ol the examiner, overcomes the new ground for rejection stmed
inthe decision, Shoubd the examiner again reject the application
the applicant may again appeal o the Board of Patent Appeals
and Interterences,

(2) The appeliant may have the case reconsidered under §
L 97(D) by the Board of Patent Appeals and Interferences upon
the same record. The request for reexamination shall address
the new pround lor rejection and state with particularity the
Rev, 13, Nov, 1989
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points believed 10 have been misapprehended or overlooked in
rendering the decision and also state all other grounds upon
which reconsideration is sought. Where request for such recon-
sideration is made the Board of Patent Appeals and Interfer-
ences shadl reconsider ihie new ground for rejection and, if nec-
essary, render a new decision which shall include all grounds
upon which a patent is refused. The decision on reconsideration
is deemed 10 incorporate the earlier decision, except for those
portions specifically withdrawn on reconsideration, and is final
for the purpose of judicial review.

(©) Should the decision of the Board of Patent Appeals and
Interferences include an explicit statement that a claim may be
altowed in amended form, appellant shall have the right o
anrierd in conformity with such statement which shall be bind-
ing on the examiner in the absence of new references or grounds
of rejection,

(d) Although the Board of Patent Appeals and Interferences
normally wilt confine its decision 10 a review of rejections made
by the examiner, should it have knowledge of any grounds for
rejecting uny allowed claim it may include in its decision a
recommended rejection of the claim and remand the case o the
examiner. hn such event, the Board shall set a period, not less
than one moath, within which the appetlant may submit to the
examiger an appropriate amendment, a showing of facts or
reasons, or botly, in order to avoid the growls set forth in the
recommendation of the Board of Patent Appeals and Intericr-
ences, The examiner shall be bound by the recommendation and
shall enter and maintain the recommended rejection uniess an
amendment or showing of ficts not previously of record is filed
which, in the opinion of the examiner, overcomes the recom-
mended rejection. Should the examiner make the recommended
rejection final the applicamt may again appeal to the Board of
Putent Appeals and Enterferences.

() Whenever a decision of the Board of Patent Appeals and
Interferences inchudes a remand, that decision shall not be
considered a final decision. When appropriate, upon conclusion
of proceedings on remand belore the examiner, the Board of
Putent Appeals and Tterferences may enter an order otherwise
making its decision final.

(1 See § 1.136(0) for extensions of time to take action under
this section,

{20 TR 10332, Dece, 12, 1959; 49 FR 29183, May 29, 1981; 49 FR
KA, Dee, 12, 1984, effective Febs. 12, 1985; para. (b) revised 53 FR
2378, June 23, 1988, effective Sept, 12, 1988; parns. (), (b) & (d)
amended, paras, (@) & () added, 54 FR 29552, July 13, 1989, effective
Aag. 20, 198G)

§ 5197 Action following decision,

G0 After decision by the Board of Patent Appeals and Inter-
ferences, the case shall be retumed o the exanuner, subject 1o
(he appelfant’s vight of appeal or other review, for such further
action by the appellant or by the examiner, as the condition of
e case ntay require, (o carry into effect the decision,

(b A single request for reconsideration or modification of
the decision may be made if fited withinone month from the date
of the original decision, nnfess that decision is so modified by
the decisionon reconsiderition asto become, ineffect, anew de-
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cision, and the Board of Patent Appeats and Interferences so
states. The request for reconsideration shail state with particu-
larity the points belicved o have been misapprehended or
overlooked in rendering the decision and also stave all other
grounds upon which reconsideration is sought, See 37 CFR
1.136(b) for extensions of time for secking reconsideration,

(¢) Termination of proccedings.

Proceedings are considered terminated by the dismissal of
an appeal or the failure o timely file an appeal 1o the cowrt or a
civil action (§ 1.304) cxcept: (1 Where claims stand allowed in
an application or (2) where the nature of the decision requires
further action by the examiner. The date of termination of
proceedings is the date on which the appeal is dismissed or the
date on which the time for appeal to court or review by civil
action (§ 1.304) expires. If anappeal to the covit oracivilaction
has been filed, proceedings are considered terminated when the
appeal or civil action is terminated. An appeal to the U.S. Court
of Appeals for the Federal Circuit is terminated when the
mandate is received by the Office. A civil action is terminated
when the time to appeal the judgment expires.

{46 FR 29184, May 29, 1981; pura. (a), 47 FR 41278, Sept. 17,
1982, effective Oct, 1, 1982; 49 FR 556, Jan, 4, 1984, elfective Apr. 1,
1984; surus. () & (b), 49 FR 48416, Dec, 12, 1984, effoctive Feb, T,
1985 paras. (b) and (¢), 54 FR 29552, July 13, 1989, effective Aug. 20,
198¢]

§ 1.198 Reopening ufter decision,

Cases which have been decided by the Board of Pasent
Appeals and Interferences wili not be reopened or reconsidered
by the primary examiner except under the provisions of § 1.196
without the written authority of the Commissioner, and then
only for the consideration of matters noi already adjudicated,
sulficient cause being shown,

[49 FR 48416, Dec. 12, 1984, effective date Feb, 11, 1985]

MISCELLANEOUS PROVISIONS

§ LA4R Scrvice of papers; manner of service; proof of
seevice in cases other than inferferences.

(o) Service of papers must be on the attorney or agent of the
party if there be such or on the party il there is no attoraey or
agent, and may be made in any of the following ways:

(1) By delivering a copy of the paper 1o the person served;

(2) By leaving a copy at usual place of business of the
person served with someone in his employment;

(3) When the person served has no usual place of business,
by leaving a copy at the person's residence, with some personof
suitable age and discretion who resides there;

(4) Transmissions by [irst ¢class mail. When serviee is by
mail the date of mailing will be regarded as the date of service,

(5) Whenever it shadl be satisfactorily shown to the Com-
missioner that none of the above modes of obtaining or serving
the paper is practicable, service may be by notice published in
the Official Gazette,

(b) Papers filed in the Patent and Trademark Office which
are required to be served shatl contain proof of service, Proof of
service may appear on or be affixed 10 papers filed. Proof of
service shall include the date and manner of service. In the case
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of personal service, proofl of service shall also include the name
of any person servad, certified by tho person who made service,
Proof of service may be made by: (1) An acknowledgement of
service by or on behall of the parson served or (2) o statement
sighed by the attorney or agont containing the information
required by this seetion,

(¢) Seo § 1.646 for service of papers in interforences.

[46 FR 29184, May 29, 1981 49 FR 48416, Dee. 12, 1944,
effective Feb, 11, 1085)

PROTESTS AND PUBLIC USE PROCEEDINGS

§ 1291 Protests by the public against pending npplications,

(@) Protests by o member of the public against pending ap-
plications will be referred (o the examiner having charge of the
subjoct matter involved, A protest specifically identifying the
application to which the protestis direeted will be entered in the
application file ir (1) the protest is timely submitted; and (2) the
protest is ¢ither served upon the applicant in accordance with §
1,248, or filed with the Office in duplicato in the event service
is not possible,

(b)Y A protest submitted in accordance with the second
sentence of paragraph (a) of this section will be considered by
the Office if itincludes (1) a listing of the patents, publications
oroiher information relicd upon; (2) aconciseexplanation of the
relevance of each listed item: (3) o copy of cach listed patent or
publication or other item of information in writien form or at
least the pertinent portions thereof; and (4) an English langnage
weanslution ol ali the necessary and pertinent parts ol any non-
English language patent, publication, or other item of informa-
tion in written form relied upon,

(¢) Anacknowledgementof the entry of u protostunder para-
graph (#) of this section in a reissue application e will be sent
o the member of the public iling the protest. A mewber of the
public filing a protest under paragraph (a) of this section in an
application for an original patent will not receive any comis-
nications from the Office relating 10 the protest, other than the
retrn of a seif-addressed posteard which the member of (he
public may inclicle with the protest in order (0 receive an
acknowledgment by the Office that the protest has heen re-
ceived. The Office will comnumicate with the applicant regard-
ing any pratest entered in the application file and may requirg
thiec applicant to supply information pursuant 1o paragraph (a) of
§ 1.56, including responses (o specific questions raised by the
protese, it order for the Office o decide any issnes raised by the
pratest. The active participation of the member of the public
filing a protest pursaant 1o paragrapls () of this seetion ey
with the filing of the protest and no further submission on behalf
of the protestor will be acknowledged or considered miless such
stubmission raises new isstes which confd not have been carlier
presented, and thereby constitutes & new protest,

47T BR 20752, May 19, 1982, offectivo duly 1, 1982)

§ 1292 Public use proceedings,

() When a petition for the institution of public use proceed-
ings, supporied by affidavits or declarations and the fee set forth
ing L E7E), s filed by one having information of the pendency
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of an application and is found, on reference (o the examiner, 10
makeaprima facie showing that the invention claimed inan ap-
plication betieved to be on file had been in public use or on sale
more than one year before the fiting of the application, & hearing
may be had before the Commissioner to determine whether g
public use proceeding should be instituted. It institted, the
Commissioner may designate an appropriate of ficial to conduet
the public use proceeding, including the setting of times for
taking testimony, which shatl be taken as provided by §8§ 1.671
through 1685, The petitioner will be heard in the procecdings
but after decision therein will not be heard furthier in the
prosccution of the application for patent.

(b) The petition and accompanying papers should either: (1)
Reflect that a copy of the same has been served upon the
applicantor upon his attorney or agent of record; or (2) be filed
with the Office in duplicate in the event service is not possible,
Tha petition and accompanying papers, or o notice that such o
petition has been filed, shall be entered in the application (ile,

() A petition for institution of public use proceedings shall
not be filed by a party to sn interference as o an application
involved in the intorference. Public use and on sale issues in an
interference shall be raised by a preliminary motion nnder §
1.633(0).

[A2 PR 5595, Jan. 28, 1977, parn, (0), 47 FRA1279, Sept. 17, 1982,
parus. (0) & (¢), 49 FR 48416, Dee, 12, 1984, oflective Feb, 12, 1985)

§ 1.293 Statutory inventlon veglstration,

(0} Anapplicant for an original patent may request, at any
tima during the pendency of applicant’s peading complete ap-
plication, that the specilication and drawings be published as a
statutory invention registration, Any such request muast be
signed by (1) the applcant and any assignee of record or (2) an
atorney or agent of record in the application,

(1) Any requaost for publication of a statwtory invention reg-
istration must include the following parts:

(1) A waiverof the applicant’s right to receive a patent on
the invention claimed effoctive upon the date of publication of
the statutory invention registeation;

(2) 'The required fee for filing a request for publication of
a statwtory invention registration as provided forin § 1.17(n) or
(ox

(3) A statement that in the opinion of the requester, the
application to which the request is directed mects the require-
ments of 35 U.S.C. 112; and

(4) A statement that, in the opinion of the requester, the
application 10 which the request is directed complies with the
formal requirements of this part for printing as a patent,

(©) A waiver filed with a request for a statutory invention
rogistration will bo effective, upon publication of the statwtory
invention registration, (0 waive the inveator's right 1o receive a
patent on the invention claimed in the stattory invention
registration, in any application for an original patent which is
pending on, o filed after, the date of publication of the statutory
ivention registewtion, A waiver liled with g request for a
stutory invention registration will not aftect the rights of any
other inventor even il the subject matter of the statutory inven.
tion registration and an application of another inventor are

0
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commonty owned, A waiver filed with a request for a statutory
invention registration will notaffect any rights in a patent to the
inventor which issued prior to the date of publication of the
stniory invention registration unless a reissue application is
liled seeking toenlarge the scope of the claims of the patent, See
also § 1,106(¢),

[OMB Control No. 0651-0018)

{30 FR 9382, Muar, 7, 1985, effective dae May 8, 1985)

§ 1.294 Examination of request for publication of a
stututory invention registration and patent
application to which the request is directed.

(@) Any request fora stutory invention registration will be
examined todetermine if the requirements of § 1.293 have been
met. The application to which the request is directed will be
examined to determine (1) iff the subject matter of the applica-
tion is appropriate for publication, (2) if the requircments for
publication are met, and (3) if the requirements of 35 U.S.C 112
and § 1.293 of this part are met,

(b) Applicant will be notificd of the results of the exaumnina-
tion set forth in paragraph (a) of this section. I the requirements
of § 1.293 und this section are not met by the request filed, the
notification to applicant witl set « period of time within which
tocomply with the requirements in order (o avoid abandonment
of the application. If the application does not meet the reguire-
mentsof 35 U.8.C. 112, the notification to applicant willinclude
a4 rejection urler the appropriate provisions of 35 U.S.C. 112,
‘The periods for response established pursuant (o this section are
subject to the extension of time provisions of § 1,136, After
response by the applicant, the application will again be consid-
cred for publication of a statutory invention registration, 1 the
reqniresments of § 1.293 and this scetion are not timely met, the
refusal to publish will be made final, If the requirements of 35
U.S.CL 12 are not met, the rejection pursaant 10 35 US.C. 112
will be msde finatl,

(©) I the examinntion puesuant o this section results in
approval of the request for a siatutory invention registration the
apphicant will be notified of the intent to publish & swtutory
invention registration,

150 FR 9382, Mar, 7, 1985, effectiva date May 8, 1985]

§ 1.295 Review of decision finally refusing to publish a
statutory invention registration.

(W) Any requester who s dissatisfied with the final relusal
(o publish @ statutory invention registration for reasons other
than complionee with 35 U.S.C, 112 may obtain review of the
refusal to publish the statttory invention registration by liling o
petition to the Commissioner accompanicd by the fee see forth
in § 1,17k} within one month or such other time as is set in the
decision refusing publication, Any such petition should comply
with the requirements of § 118 1(b). The petition may include o
reuest that the petition fee be refunded if the final refusal to
publish a statutory invention registeation for reasons other than
compliance with 35 U.S.C. 112 is determined to result from an
error by the Patent and Trademark Office,

(b Any requester who is dissatisfied with a decision linally
rejecting claims pursuant 10 35 U.S.C. 112 may obtainreview ol
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the decision by filing an appeal to the Board of Patent Appeals
and Interferences pursuant (o § 1191011 the decision rejecting
claims pursuant to 35 U.S.C. 112 is reversed, the request for a
statwtory invention registration will be 1\|)pmvul und the regis-
tration published if all of the other pravisions of § 1,293 and this

seetion are met,
[OMB Control No. 0651-0018)
150 FR 9382, Muar, 7, 1985, effeciive May 8, 1985)

§ 1.296 Withdrawal of request for publication of
statutory invention registration,

A request for a statutory invention registration which has
been filed, may be withdrawn prior to the date of the notice of
the intent to publish a statutory invention registeation issucd
pursuantto § 1.294(c) by filing arcquest to withdraw (he request
for publication of a statutory invention registration. The request
to withdraw may also include a request for a refund of any
amount paid in excess of the application filing fee and &
handling fee of $120 which will be retained. Any request o
withdraw the request (or publication of a statutory invention
registration filed on orafter the date of notice of intent to publish
issued pursuant to § 1,294(¢) must be in the form of a petition
pursuaatio § 1.i83 accompanicd by the fee scll()nlunM 17(h).

JOMB Control No. 0651-0018]

IS0 FR 9382, Mar. 7, 1988, effoctive date May 8, 1985; revised, 54
FR 6893, Fub. 15, 1989, offective Apr. 17, 1989)

§ 1.297 Publication of statutory invention
registeation,

() I the request for o statutory invention registration iy
approved the statutory invention registration will be published.
The statutory invention registration will be mailed o the re-
quester at the correspondence address as provided for in §
1.33¢0). A notice of the publication of cach staunory invention
registration will be published in the Official Gazetee.

(b} Each statutory invention registration published will
include a statement relating to the attributes of a statutory
invention regisiration, The statement will read as follows:

A stawlory invention registration is not a patent, It has the
defunsive sttributes of a patent but does not have the enforee.-
able atteibutes of a patent. No article or advertisemont or the
like may use the torm patent, or any term suggestive of a patent,
when referring to a statwlory invention registration, For more
speeific information on the rights associated with a statutory
invention registration see 35 U.8,C. 157,

150 FR 9382, Mar. 7, 1985, effective May 8, 1985; 50 FR 31826,
Aug. 6, 1985, effective Oct, §, 1985)

REVIEW OF PATENT AND TRADEMARK OFFICE
DECISIONS BY COURT

§ 1.301 Appeal to U.S, Court of Appeals for the Federal
Civeuit.

Any applicant or any owner of a patent involtved in a reex-
amination proceeding dissatisficd with the decision ol the
Board of Patent Appeals and Interferences, and any party o an
interference dissatistied with the decision of the Board of Patent
Appeals and Interferences, may appeal to the U.S. Court of
Appeals for the Federal Circuit, ‘The appellant must take the
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following steps in such an appeal: (a) In the Patent and Trade-
mark Office file a written notice of appeal dirccted 10 the
Commissioner (see §8§ 1.302 and 1.304); and (b) in the Court,
file a copy of the notice of appeal and pay the fec for appeal, as
provided by the rules of the Court.

{47 FR 47381, Oct. 26, 1982, effective Oct, 26, 1982; 49 FR 48416,
Gec. 12, 1984, effective Feb, 11, 1985; 50 FR 9383, Mar. 7, 1985,
eifective May 8, 1985; 54 FR 29552, July 13, 1989, effective Aug. 20,
1989)

§ 1.302 Notice of appeal.

(8) When anappeal is taken to the U.S, Court of Appeals for
the Federal Circuit, the appellant shall give notice thercof to the
Commissioner within the time specified in § 1.304,

(b) In interferences, the notice must be served as provided
in § 1.646.

(¢) A noticc of appeal, if mailed to the Office, shall be
addressed as follows: Box 8, Commissioner of Patents and

Trademarks, Washington, DC 20231,

(24 FR 10332, Dee. 22, 1959; para, (a), 47 FR 47381, Oc1. 26, 1982,
effective Qot. 26, 1982; 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; S0 FR 9383, Mur. 7, 1985, effective May 8, 1985; para. (¢) ndded,
53 FR 16414, May 8, 1988]

§ 1.303 Civil action under 38 U.8,C. 145, 146, 306.

(a) Any applicant or any owner ol a patent involved in a
reexamination proceeding dissatisficd with the decision of the
Bourd of Patent Appeals and Interferences, and any party
dissatisficd with the decision of the Board of Patent Appeals and
Interferences may, instead of appealing to the U.S, Court of
Appeals for the Federal Circuit ( § 1.301), have remedy by ¢ivil
action under 35 U.S.C. 145 or 146, as appropriate, Such civil
action must be commenced within the time specilicd in § 1,304,

(b) I an gpplicantin an ex paric case or an owner of a patent
involved in a recxamination procecding has taken an appeal 1o
the U.S. Court of Appeals for the Federal Circuit, he or she
thereby waives his or lier right to proceed under 35 U.S.C. 145,

(c) If any aclverse party to anappeal taken 1o the ULS. Court
of Appeals for the Federal Circuit by a defeated party in an
interference procecding files notice with the Commissioner
within twenty days after the filing of the defeated party’s notice
of appeal to the court ( § 1.302), that he or she clects to have all
further proceedings conducted as provided in 35 U.S.C. 146, the
notice of election must be served as provided in § 1.646.

{47 FR 47381, Ocl. 26, 1982, offective Oct, 26, 1982; 49 FR 48416,
Dec. 12, 1984, cffective Feb, 11, 1985; para. (¢), 54 FR 29553, July 13,
1989, effective Aug. 20, 1989]

§ 1.304 Time for appeal or civil action,

(n) 'The time for filing the notice of appeal o the U.S. Court
of Appeals for the Federal Circuit (§ 1.302) or for commencing
a civil action (§ 1.303) is two months (rom the date of the
decision of the Board of Paient Appeals and Interferences. If a
request for reconsideration or modification of the decision is
filed within the time period provided under § 1.197(b) or §
1.658(b), the time (or filing an appeal or commencing a civil
action shall expire two months after action on the request, In
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§ L.31

interferences, the time for filing a cross-appeal or cross-aetion
cxpires (1) 14 days afier service of the notice of appeal or
summons and complaint or (2) two months alter the date of
decision of the Board of Patent Appeals and Interferences,
whichever is later, The time periods set forth in this section are
not subject to the provisions of §§ 1.136, 1.550(¢) or § 1.645(2)
or (b). The Conmissioner may extend the time for filing an
appeal or commencing a civil action (3) for good cause shown
if requested in writing before the expiration of the period for
filing an appeal or commencing a civil action, or (4) upon
written request after the expiration of the period for filing an
appeal or commencing a civil action upon a showing that the
failure to act was the result of exensable negleet, The certificate
of mailing practicc of § 1.8 is not available for filing a notice of
appeal or cross-appeal. See § 1.8(a)2)(ix).

(b) The times specified in this section in days are calendar
days. The time specified hergin in months are calendar months
except that one day shall be added 10 any two-month periexd
which includes February 28, I the last day of the time specified
for appeal or commencing a civil action falls on a Saturday,
Sunday or Federal holiday in the Districtof Columbia, the time
is extended to the nextday which is neither a Saturday, Sunday
nor a Federal holiday.

(¢) Ifadefeated party to aninterference has taken an appeal
1o the U.S. Court of Appeals for the Federal Circuit and an
adverse party has filed notice under 35 U.S.C. 141 clecting 10
have all further proceedings conducted under 35 U.S.C. 146 (§
1.303(c)), the time for filing a civil action thereaftee is specified
in 35 US.C 141, The time for [iling a cross-gction expires 14
days after service of the summons and complaint, The certificate
of mailing practice of § 1.8 is not available for filing a notice of
appeal or cross appeal. See § LR@)(2)vii).

(41 FR 758, lan, 5, 1976; para, (a) & (), 47 FR 47382, Ocl, 26,
1982; para. (n), 49 FR 556, Jun. 4, 1984, cffective Apr. 1, 1Y84; para.
() 49 FR Dece, 12, 1984, effective Feb. 11, 198S; para. (u), SOFR 9383,
Mur, 7, 1985, effective May 8, 1985; 54 FR 20553, July 13, 1989,
cffective Aug. 20, 1989]

ALLOWANCE AND ISSUL OF PATENT

§ L.311 Notice of Allowange.

(@) I, on cxamination, it shall appear that the applicant is
centitled w a patent under the law, a notice of allowance will be
sent o applicant at the correspondence address indicated in §
1.33, calling for the payment of a specified sum constituting the
issuc fee (§ 1 18), which shall be paid within 3 months from gthe
date of the mailing of the notice of allowance.

(b) An authorization 1o charge the issue fee (§ 118 o a
depositaccount may be filed inan individual spplication, cither
belore or alter mailing of the notice of allowanee, Where an
authorization to charge the issue fee 10 a deposit account has
been filed before the mailing of the notice of allowance, the
issue fee will be automatically charged 1o the deposit account it
the time of mailing the notice of allowance,

{OMB Control No. 06510011}

147 FR 41279, Sept. 17, 1982, elfective date Oct, 1, 1982)
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§ 1312 Amendments afier allowance.

(@) No amendment may be made as o maner of right in an
application after the mailing of the notice of allowance. Any
amendment pursuant to this paragraph filed before the payment
ol the issue fee may be entered on the recommendation of (he
primary examiner, approved by the Commissioner, withont
withdrawing the case from issuc.

(b) Any amendment pursuant to paragraph (a) of this section
filed after the date the issue fee is paid must be accompanied by
& petition including the fee set forth in § 1.17(i) and a showing
of good and sufficient reasons why the amendment is necessary
and was not carlier presentexl.

§ L33 Withdrawal from Issue.

() Applications may be withdrawn from issuc for further
action at the initintive of the Office or upon petition by the
applicant, Any such petition by the applicant must inchide a
shiowing of good and sufficient reasons why withdrwal of the
application is necessary and, if the reason for the withdrawal is
not the faull of the Office, must bo accompanicd by the fee set
forthin § 1.U7¢)(1). If the application is withdrawn {rom issug,
anew notice of aliowance will be sent if the application is again
allowed, Any amendment accompanying apetition 10 withdraw
anapplication from issuc must comply with the requircments of
§ 1.312,

(b) When the issuc fee has been paid, and the patent to be
issned has received its issue date snd patent number, the appli-
cation will not be withdrawn from issue for any reason exeepl
(1) mistake on the part of the Ottice, (2) a violation of § 1.56 or
illegality in the application, (3) unpatestability of ¢ne or more
claims, or (4) for interference,

(47 FR 41280, Sept. 17, 1982, effective Ost. |, 1982; parn. (n), 54
PR 6593, Feb, 15, 1989, 54 FR 9432, March 7, 1989, of foctive Apr, 17,
1089)

§ 1314 Issaance of patent,

I payment of the issuc foe is timely mude, the patent will
issue in regular course unless

() The application is withdrawn from issue ( § 1L.313) or

(b Issuance of the patent is deflerred,
Any petition by (he applicant requesting o deferral of the
issuance of a patent must be accompanied by the Fee set forth in
§ L1701 and mast include a showing of good and sufficient
reiisons why i is necessary to defer issuanee of the patent,

(OMI Convol No, 06511 1]

14T FR 41280, Sepr. 17, 1982, effective date Oct. 1, 1982; revised,
SA TR 6893, Peb. 15, 1089, effective Apr. 17, 1989)

§ L3S Delivery of patent,

The patent will be delivered or mailed on the day of its date
10 the attorncy or agent of record, if there be ones or i the
AUOMEY Or agent so request, 10 the patentee or assignee of an
inferest thereing or, if there b o attorney or agent, 10 the
patentee or 10 the assignee of the entire interest, i he so request,

§ 1.316 Application abandoned for fuilure to pay issue fee,
(@) 1 the issue fee is not paid within 3 months from the date
of the notice of allowance, the application will be regarded as
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abandoned. Such an abandoned application will nat be consid-
ered as pending before the Patent and "Trademark Office.

(b) The Commissioner may aceept the payment of the issue
fee Inter than three months after the mailing of the notice of
allowance as though no abandonment had ever occurred if upon
petition the delay in payment is shown to have begn unavoid-
able. The petition © accept the delayed payment must he
promptly filed after the applicant is notilied of, or otherwise
becomes aware of, the abandonmient, and must be accompanied
by (1) the issue Tee, inless ithas been previously submitted, (2)
the fee for defayed payment (§ 1I7(1), and (3) a showing that
the delay was unavoidable, Such showing must he a verified
showing it made by a person notregistered to practice before the
Patent and Trademark Office,

(¢) The Commissioner may, upon petition, aecept the pay-
ment of the issue fee laer than three months after the mailing of
the notice of affowance as though no abandonment had ever o¢-
curred if the delay in payment was unintentional. The petition to
aceept the delayed payment must be filed within one year of the
date on which the application became abandoned or be filed
within three months of the dite of (he first decision on a petition
under paragraph () of this section which was filed within one
year of the date of abandonment of the application, 'The petition
to accept the delayed payment must be accompanicd by (1) the
issue fee, unless ithas been previously subnuited, (2) the fee for
unintentionally delayed payment (§ 1170m)), and (3) a state-
ment that the delay was imintentional, Such statement st be
a verificd statement if made by a person not registered (o
practice before the Patent and Trademark Office. The Commis-
stoner may require additional information where there s a
question whether the abandonment was unintentional, The
three-month period from the date of the first decision referred 1o
in this parggraph may be extended wnder the provisions of §
1.136(0), but no further extensions under § 1,136(0) will he
granted. Petitions 1o the Commissiones under § 1183 1o waive
any time periads for requesting revival of an aintentionally
abandoned application will not be considered, but will be
retarned (o the applicant.

() Any petition pursuang to paragraph (Y of this seetion net
filed within six months of the date of abandonment must be
accompanied by a terminal disclaimer with fee under § 1,321
dedicating to the public a terminal part of the term of any patent
graited thereon equivalent 10 the period of abandonment of the
application,

47 TR 41280, Sept, 17, 1982, effective date Oct, 1, TOR2]

§ LIT Lapsed patents; delayed payment of halunee of
issue fee,

() 11 the issue fee was paid prior 1o October 1, 1982, any
remaining batonce of the issue feo is to be paid within three
months from the date of notice thereof and, if not paid, the poateit
will lapse at the termination of the three month periogd,

(M The Commissioner may accept the payment of the ve-
maining balance of the issue foe later than thice months after the
mailing ol the notice thercol as thongh no lapse had ever
accarred i upon petition the delay in payment is shown (o have
been unavoidable, The petition 10 accept the delayed payment
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must be promptly filed after the applicant is notified of, or
otherwise hecomes aware of, the lapse, and must be accompa-
nicd by (1) the remaining balance of the issue fee, unless it has
been praviousty submitted, (2) the fee for defuyed payment ( §
117G, and (3) ashowing that the defay was unavoidable. Such
showing must be a verificd showing it made by a person not
registered  practice before the Patent and Trademark Office.

(¢) The Commissioner may, upon petition, aceept the pay-
mentof the remaining batance of the fee later than three months
alter the mailing of the notice thereof as though no lapse had
ever occurred i€ the delay in payment was unintentional, The
petition to aceept the delayed payment must be filed within one
year of the date on which the patent lapsed or be filed within
three months of the date of the first decision on a petition under
paragraph (b) of this section which was filed within one year of
the date of the lapse of the patent. The petition to aceept the
delayed payment must be accompanied by (1) the remaining
halance ol the issuc fee, unless ithas been previously submitted,
(2) the fee forunintentionally delayed payment (§ 1.17(m)), ad
C3) o sttemont that the delay was unintentional, Such statement
must be o verified siatement i made by a person not registered
(o practice before the Patent and Trademark Office, The Com-
missioner may require additional information where there is a
question whetlier the delay in psyment was unintentional, The
three-month period from the date of the first decision referred 0
this parngraph may be extended under the provisions of §
L.13G(), but no further extensions under § 1.136(bj will be
granted. Petitions 10 the Commissioner under § 1,183 to waive
any time periods for requesting aceeptance of anunintentionally
detayed payment will not be considered, but will be returned to
the applicaat,

() Anry petition pussuant to paragraph (b) of this section not
filed withinsix nvonths of the date of lapse must be sccompanied
by aterminal disclaimer with fee under § 1,325 dedicating o the
public s terminal part of the term of the patent equivalent (o the
period of lapse of the patent,

{47 FR 41280, Sopt. 17, 1982, eflective date Oct. 1, 1982

§ LIS WNotification of national publication of a patent
based on an international application,

The Office will notify the International Burcau when g
putent is issued on an application filed under 35 U.S.C. 371, and
there has been no previous international pubtication,

{43 FiR 20465, May 11, 1978]

DISCLAIMER

§ L3211 Statutory discluimer

(u)’ A discluimer under 35 U.S.C. 253 must be accompunicd
by the fee sei forth in § 1.20(d) and idemtify the patent and the
claim or claims which are disclaimed, and be signed by the
person making the discluimer, who shalf state therein the extent
of his or her interest in the patent. A disclaimer which is not a
disclnimer of a complete elaim or claims may be refused
recordation, A notice of the disclaimer is published in the
Official Gazette and attnched o the printed copies of the
specificution, In like manner any patentee or applicant may
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§ 1.324

disclaim ordedicate (o the public the entire teem, orany terminal
part of the teem, of the patent granted or to be granted.

(b) A terminal disclaimer, when filed in an application o
obviate a double patenting rejection, must be accompanicd by
the fee set forth in § 1.20¢d) and include a provision that any
patent granted on that application shall be enforceable only for
and during such period thatsaid patentiscommonly owned with
the application or patent which formed the basis for he rejec-
tion,

[OMB Control No, 0651-0011}

47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982)

CORRECTION OF ERRORS IN PATENT

$ 1.322 Certificate of correction of Office mistake,

() A certificate of correction under 35 U.S.C. 254 may be
issued at the request of the patentee or the patentee’s assignee.
Such certificate will not he issued at the request or suggestion of
anyone not owning an interest in the patent, nor on motion of the
Office, without first notifying the patentee (including any as-
signee of record) and affording the patentee an opportunity o be
heard. When the request relates 10 a patent involved in an
interference, the request shall comply with the requirements of
this section and shall be accompanied by a motion under §
1.635.

(b) 1f the nature of the mistake on the part of the Office is
such that a certificate of correction is deemed inappropriate in
form, the Commissioner may issue a corrected patent in licu
thercof as o more appropriate form for certificate of correction,
without expense 1o the patentec.

{OMB Control No, 0651.0011]

{24 FR 10332, Dee. 22, 195%; 34 FR 5550, Mar. 22, 1969; para. (a),
49 FR 48416, Dec, 12, 1984, effective Feb. 11, 1985]

§ 1.323 Certificate of correction of applicant’s mistake.

Whenever a mistake of a clerical or typographical nature or
ol minor ¢character which was not the fault of the Office, appears
ina patent and a showing is made that such mistake oceurred in
good faith, the Commissioner may, upon payment of the fee set
forth in § 1.,20¢n), issue a certiticate, il the correction does not
involve such changes in the patent as would constitute new
matter or would reguire reexamination. A request for o certifi-
cate of corrcetion of a patent involved in an interference shall
comply with the requirements of this section and stall be
accompanicd by a motion under § 1.635.

[34 FR 5550, Mur. 22, 1969, 49 FR 48416, Dee. 12, 1984, effective
Faob, 11, 1985]

§ 1.324 Correction of inventorship in patent,

Whenever a patent is issued and it appears that the correet
inventor or inventors were not named through error without
deceptive intention on the part of the actual inventor or inven-
tors, the Commissioner may, on petition of all the parties and the
assignees and satistactory proof of the facts and payment of the
fee setforthin § 1.20(0), or onorder of acourt before whicl such
matter is catled in question, issue a certificate naming only the
actual inventor orinventors., A requestto correctinventorship of
a patent involved in an interference shall comply with the
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requirements of this section and shall be accompanicd by o
motion under § 1.634,

{OMB Control No. 0651-0011)

47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982; 48 FR 2713,
Jun, 20, 1983, effective Feb, 27, 1983; 40 FR 48416, Dec. 12, 1984, 50
FR 23123, May 31, 1985, effective Feb, 11, 1985)

§ L3258 Other mistakes not corvected.

Mistakes other than those provided for in §§ 1,322, 1,323,
1.324, and not affording legal grounds for reissuc or for reex-
amination, will not be corrected after the date of the patent.
48 FR 2714, Jan, 20, 1983, effective date Feb. 27, 1983)

ASSIGNMENTS AND RECORDING

§ 1.331 Recording of ussignments,

(1) Assignments, including grams and conveyances, of
patents, national applications, or international applications
which designate the United States of America, will be recorded
in the Patent and Trademark Office under 35 U,S.C. 261, Other
instruments affecting title to a patent, a national application, or
an international application which designates the United States

ol America, and licenses, even though the recording thercof

ity not serve as constructive notice under 35 U.S.C. 261, will
be recorded as provided in this section or at the discretion of the
Commissioner, Any instrument to be recorded, except those
under Part 7 of this title, must be accompanied by the fee set
forth in § 1.21(h).

(b) No instrument will be recorded which is not in the
English language and which does not ariouns to an assignment,
grant, mortgage, licn, incumbrance, or license, or which docs
not affect the titke of the patent or invention to which it refates,
and which does not identify the patent or application to which
it relates, except as ordered by the Commissioner.,

(c) An instrument relating o o patent should identify the
patent by number and date (the namce of the inventor and titke of
the invention as stated in the patent shoukl also be given); an
instrument relating to a national application, or an international
application which designates the United States of America
should identily the application by serial number or international
application number and date of filing (the name of the inventor
and title of the invention as stated in the application should also
be given) but if an assignment is exceuted concurrently with or
subsequent to the execution of the application but before the
application is filed or before its serial number or international
application number and filing date are ascertained, it should
adequately identify the application, as by its dite of execution
and name of the inventor and title of the invention: so that there
can be no mistake as to the pateat or application intended.

[24 FR 10332, Dec, 22, 1959, 43 FR 20465, May 11, 1978, 47 FR
AL2R1, Sept. 17, 1982]

§ 1.332 Receipt and vecording.
Assignments are recorded in regular order as promptly as

ossible, enteansmitted withthe date and identificati )
yossible, and then transmitted with the date and identification of

the record stamped thereon (o the persons entitled to them, The
date of record is the date of the receipt of the assignment at the
Office in proper forin and accompanied by the fee set forth in §
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1.21(h).
{47 FR 41281, Sept. 17, 1982]

§ 1333 Conditional assignments.

Assignments which are made conditional on the perform-
ance of certain acts or events, as the payment of money or other
condition subsequent, if recorded in the Office are regarded as
absolute assignments for Office purposes until cancelfed with
the written consent of both partics or by the decree of a
competent court. The Office has no means for determining
whether such conditions have been fulfilled.

§ 1334 Issue of patent to assignee,

(0) In casc of an assignment of the entire interest in the
invention and application, or of the entire intercst in the patent
10 be granted, the patent will normally issue to the assignee. If
the assignee should hold an undivided part interest, the patent
will normally issuc jointly to the inventor and the assignee. If it
is desired that the patent so issuc, the assignment in cither case
must firsthave been recorded, and ata day not later thon the date
payment is made of the issuc fee.

(b) At the time of payment of the issue fee, a statement must
be fumished indicating whether or not an assignment has been
filed with the Patent and Trademark Office. In the cvent an as-
signment has been filed, such statement must include the name
and address of the assignee and indicate whether or not an ac-
knowledgment of a recorded assignment has been received
from the Patent and Trademark Office.

(©) If the assignment is recorded after the date of payment of
the issue fee, the assignee may petition that the patent issue o
the assignee as recorded. Any such petition must be accompa-
nicd by the fee set forth in § §.173)(1).

147 FR 41281, Sepu. 17, 1982, effective Oct, 1, 1982; para. (¢), 54
IR 6893, Feb. 15, 1989, effective Apr. 17, 1989}

§ 1335 Filing of notice of arbitration awards.

(@) Written notice of any award by an arbitrator pursuant to
35U.8.C. 294 must be filed in the Patent and Trademark Office
by the patentee, or the patentee’s assignee or licensee. I the
award involves more than one patent a separate notice must be
filed for placement in the file of cach patent. The notice must set
forth the pateat number, the names of the inventor and patent
owner, aind the names and addresses ol the partics o the
arhitration, ‘The notice must also include a copy of the award,

() H an award by an arbitrator pursuant 1o 35 U.S.C. 294 is
madificd by acourt, the party requesting the madification must
file in the Patent and Trademark Office, a notice of the modifi-
cation for placement in the file of cach patent o which the
maodification applies, The notice must set forth the patent
number, the names of the inventor and patent owner, and the
names and addresses of the parties to the arbitration, The notice
must also inchude a copy of the conrt’s order modifying the
award,

(¢) Any award by an arbitrator pursuant to 35 U.S.C. 204
shalt be unenforccable until any notices required by paragraph
(0) or (b) of this scction are filed in the Patent and Trademark
Office. I any required notice is not filed by the party designated
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in paragraph (a) or (b) of this section, any party to the arbitration
proceeding may file such a notice.,
{48 FR 2718, Jan. 20, 1983, eflective-Feb.. &, 1983)

AMENDMENT OF RULES

§ L3S1 Amcndments (o vules wilh be published.
All amendments 10 the regulations in this part will be
published in the Official Gazette and in the FidERAL REGISTIR.

§ 1382 Publication of notice of proposed amendments.

(1) Whenever required by law, and in other cases whenever
practicable, notice of proposcd amendments (o the regulations
in this part will be published in the Official Gazette and in the
FeneraL Reaistir, [ not published with the notice, copics of the
text will be furnished to any person requesting the same. All
comments, suggestions, and bricfs received withina time speci-
ficd in the notice will be considered belore adoption of the
proposcd amendments which may be modified in the light
thereol,

(b) Oral hearings may he held at the discretion of the
Commissioner.

MAINTENANCE FEES

§ 1.362 Time for payment of maintenance fees.

(a) Maintenance lcesas setforth in § 1,20(¢) through (j) are
required to be paid in afl patents based on applications fited on
orafter December 12, 1980, except as noted in paragraph (b) of
this section, to maintain a patent in force beyond 4, 8 and 12
years after the date of grant,

(b) Maintenance feesare notrequired for plant patents based
on applications filed on or after August 27, 1982 or for any
design patents, Maimtenance foes are not required for a reissuc
patent if the patent being reissued did not require maintenance
fces.

(¢) The application filing dates lor purposes of payment of
maintenance fees are as follows:

(1) For an application not claiming benelit of an carlicr
application, the actual United States filing date of the applica-
tion,

(2) Foranapplication claiming benefitodan cartier foreign
application under 35 U.S.C. 119, the United States filing date of
the application,

(3) For a continuing (continuation, division, continuation-
in-part) application claiming the henefit of a prior patent appli-
cation under 35 U.S.C. 120, the actual United States filing date
of the continuing application,

() For a reissne application, the United States liling date
ol the original non-reissue application on whici the patent
reissued is based.

(5) For an iniernationat application which has entered the
United States as a Designated Office under 35 U.S.CL 371, the
international filing diate granted under Articte 11(1) of the
Patent Cooperation Treaty which is considered to be the United
States filing date under 35 U.S.C, 363,

(M Maintenance fees may be paid in patents without
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surcharge during the periods extending respectively fronn

(1) 3 years through 3 years and 6 months after grant for the
first maintenance fee,

(2) 7 years through 7 years and 6 months after grant for the
sccond maintenance fee, and

(3) 11 years through 11 years and 6 months after grant for
the third maintenance fec.

(¢) Maintenance fees may be paid with the surcharge set
forth in § 1.20¢k) or () during the respective grace periods after:

(1) 3 years and 6 months and through the day of the 4th
anniversary of the grant for the first maintenance fee.

(2) 7 years and 6 months and through the day of the 8th
anniversary of the grant for the sccond maintenance fee, and

(3) 11 years and 6 menths and through the day of the 12th
anniversary of the grant for the third maintenance fee.

(0 1f the last day for paying & maintenance fee without
surcharge set forth in paragraph (d) of this section, or the last day
for paying a maintenance fee with surcharge set forth in
paragraph (¢) of this section, falls on a Sawrday, Sunday, or a
federal holiday within the District of Columbia, the nwinte-
nance fec and any necessary surcharge may be paid under
paragraph (<) or paragraph (¢) respectively on the next succeed-
ing day which is not a Saturday, Sunday, or federal holiday.,

(g) Unless the maintenance fee and any applicable sur-
charge is paid within the time periods set forth in paragraphs (d),
(e) or (D of this section, the patent wilt expire as of the end of the
grace period set forth in paragraph (¢) of this scction, A patent
which expires for the failure to pay the maintenance fee will
expire at the end of the same date (anniversary date) the patent

was granted in the 4th, 8th, or 12th year after grant,
{49 FR 34724, Aug, 31, 1984, added effective Nov, 1, 1984]

§ 1.363 Fee address for mainienance fee purposes.

() Allnotices, receipts, refunds, and other comamunications
relating o payment or refund of maintenance fees will be
directed 1o the correspondence address used during prosecution
of the application as indicated in § 1.33(a) unless:

(1) A “fee address™ for purposes of payment of mainte-
nance fees is set forth when submitting the issuc fec, or

(2) A change in the correspondence address for all pur-
poses is filed after payment of the issue fee, or

(3) Afecaddress™ orachange in the “fee address™ is liled
for purposes ol receiving notices, receipts and other correspon-
dence relating to the payment of maintenance fecs afier the
payment of the issue fee, in which instance, the tatest such
address will be used.

(b) Anassignment of a patent application or patent does not
result in a change of the “correspondence address™ or “fee
address™ (or maintenance fee purposes.

(49 FR 34725, Aug. 31, 1984, added elfective Nov. 1, 1984)

§ 1.366 Submission of maintenancee fees.

(0) The patentee may pay maintenance fees and any neces-
Sary surcharges, or any person or organization may pay mainte-
nance fees and any necessary surcharges on behalfof apatentec.
Authorization by the patentee need not be filed in the Patent and
Trademark Office 1o pay maintenance fees and any necessary

Rev, 13, Nov. 1989



§ L.377

surcharges on behalf of the patentee,

(b) A maintenance fee and any necessary surcharge submit-
ted for a patent must be submitted in the amount due on the date
the maintenance fee and any necessary surcharge are paid and
may be paid in the manner set forth in § 1.23 or by an authori-
zation tocharge adeposit accountestablished pursuant to § 1.25.
Payment of a maintenance fee and any necessary surcharge or
the authorization to charge a deposit account must be submitted
withinthe periods set forth in § 1.362(d), (¢) or (f). Any payment
or authorization of maintenance (ces and surcharges (iled atany
other time will not be accepted and will not serve as a payment
of the maintenance fee except insofar as a delayed payment of
the maintenance fee is accepted by the Commissioner in an
expired patent pursuant to a petition filed under § 1.378. Any
authorization to charge a deposit account must authorize the
immediate charging of the maintenance fee and any necessary
surcharge to the deposit account. Payment of less than the
required amount, payment in g manncr other than that sct forth
in § 1.23, or the filing of an authorization to charge a deposit
account having insufficient funds will not constitute paymentof
a maintenance fee or surcharge on a patent. The certificate of
mailing procedures of cither § 1.8 or § 1,10 may be utilized in
paying maintenance fecs and any necessary surcharges,

(¢) Insubmitting maintenance fees and any necessary sur-
charges, identification of the patents for which maintenance
fees are being paid must include the following:

(1} The patent number, and
(2) The scrial number of the United States application for
the patent on which the maintenance fec is being paid.

(d) Payments of maintenance fees and any surcharges
should identify the fee being paid for cach patent as to whether
itisthe 3 1/2,7 1/20or 11 1/2 year [ce, whether smail entity status
is being changed or claimed, the amount of the maintenance e
and any surcharge being paid, any assigned payor number, the
patent issue date and the United States application filing date, If
the maintenance fee and any necessary surcharge is being paid
on areissuc patent, the payment. must identify the reissue patent
by reissue patend number and reissue application serial number
as required by paragraph (¢) of this section and should also
include the original patent number, the original patent issuc date
and the original Unitcd States application filing dute.

{¢) Muintenance fec payments and surcharge payments
relating thercto must be submitted separate from any other
paymients for [ges or charges, whether submitted in the manner
set forth in § 1.23 or by an authorization to charge a deposit
account. i maintenance fee and surcharge payments for more
tharrone patentare submitted together, they shoukd be submitted
onas few sheets as possible with the patent numbers listed in in-
creasing patent number order, If the payment submitted is insuf-
ficient o cover the maintenance fees and surcharges for all the
lisied patents, the payment will be applied in the order the
patents are listed, beginning at the top of the listing.

(N Notfication of any change in status resulting in loss of
entitlement to smatt entity statns must be filed in a patent prior
1o paying, or at the time of paying, the carliest maintenance fee
due after the date on which status as a small entity is no longer
appropriate, Sce § 1.28(b).
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(g) Maintenance fees and surcharges relating thereto will
not be refunded except in accordance with §§ 1.26 and 1.28(a).
149 FR 34725, Aug. 31, 1984, added effective Nov. 1, 1984)

§ 1.377 Review of decision refusing to accept and record
paynient of a maintenance fee filed prior to
expiration of patent.

(a) Any patentee who is dissatislicd with the refusal of the
Patent and Trademark Office to accept and record a mainte-
nance fee which was filed prior 1o the expiration of the patent
may petition the Commissioner to accept and record the main-
tenance fee.

() Any petition under this scction must be filed within 2
months of the action complained of, or within such other time as
may be set in the action complained of, and must he accompa-
nicd by the fce set forth in § 1.17(h). The petition may include
arcguest that the petition fee be refunded if the refusal to accept
and record the maintenance fee is determined 1o result from an
crror by the Patent and Trademark Office.

(c) Any petition filed under this section must comply with
the requirements of paragraph (b) of § 1,181 and must be sigred
by an attorney or agent registercd to practice before the Patent
and Trademark Office, or by the patentee, the assignee, or other
party in interest, Such petition must be in the form of a verificd
statement if made by a person not registered o practice before

the Patent and Trademark Office.
(49 FR 34725, Aug,. 31, 1984, added effective Nov, 1, 1984)

§ 1.378  Acceptance of delayed payment of maintenance
fee in expired patent to reinstate patent,

(a) The Commissioner may acceptthe paymentof any main-
tenance fee duc on a patent after expiration of the patent if, upon
petition, the delay in payment of the maintenance fee is shown
to the satisfaction of the Commissioner to have been unavoid-
able and if the surcharge required by § 1.20(m) is paid as a
condition of accepting payment of the maintenance fce. If the
Commissioner accepts payment of the maintenance fee upon
petition, the patent shalt be considered as not having expired, but
will be subject to the conditions set forth in 35 U.S.C. 41(c)2).

(b) Any petition 10 accept the delayed payment of a
meintenance fee filed under paragraph (a) of this section within
six months of the expiration of the patent must include:

(1) The required maintenance fee set forthin § 1.20(e) - (j),

(2) The surcharge set forth in § 1.20(m); and

(3) A showing that the delay was unavoidable since rea-
sonable care was taken to ensure that the maintenance fee would
be timely paid. The showing must cnnmerate the steps taken o
cnsure timely payment of the mainicnance fee,

(¢) Any petition to accept the delayed payment of a main-
tenance fee filed under paragraph (a) of this section more than
six months after the expirtion of the patent must include:

(I)The required maintenance fec set forth in § 1.20 (¢) - (j),

(2) The surcharge set forth in § 1,20(m); and

(3) A showing that the dclay was unaveidable since rea-
sonable care was taken to ensure that the maintenance fec would
be paid timely and the failure to tinicly pay thic maintenance fee
was due entirely to circumstances outside of the control of the
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patentee. The showing must enumerate the steps taken to ensure
timely payment of the maintenance fee and the circumstances
which were outside of the control of the patenice and those
acting on hehalf of the patentee in paying the maintenance fee.
The showing must be sufficient in scope and content to meet the
heavy burden of prool required 1o show that a delay in payment
of the maintenance fee of more than six months after expiration
of the patent was unavoidable,

(d) Any petition under this section must be signed by an
attorney or agent registered (0 practice before the Patent and
Trademark Office, or by the pateniee, the assignee, or other
party in interest. Such petition must be in the form ol a verificd
statement if made by a person not registered o practice before
the Patent and Trademark Office.

(¢) Reconsideration of & decision refusing to accepl a main-
tenance fee upon petition filed pursuant to paragraph (o) of this
section may be obtained by filing o petition for reconsideration
within two manths of, or such other time as sct in, the decision
refusing to aceept the delayed payment of the maintenance fee.
Any such petition for reconsideration must be accompanicd by
ithe petition fee set forth in § 1.17(h). Alter decision on the
petition for reconsiderntion, no further reconsideration or re-
vicw of the matter will be undertaken by the Commissioner., 1f
the delayed payment of the maintenance fee is not aceepted, the
maintenance fee and the surcharge set forth in § 1.20(m) will be
refunded following the decision on the petition for reconsidera-
tion, or after the expiration ol the time for filing such a petition
forreconsideration, if none is filed. The fee setforth in § 1.17¢h)
(or filing the petition for reconsideration will not be refunded
unless the refusal o accept and record the maintenanc» {eg is
determined to result from an crror by the Patent and Trademark
Office.

{49 FR 34726, Aug. 31, 1984, added elfective Nov, 1, 1984; pura.
(n), 50 FR 9383, Mur.7, 1985, elfective May 8, 1985; puras, (b) & (¢),
53 FR 47810, Nov, 28, 1988, cffective Jan. 1, 1989)

Subpart C - International Processing
Provisions

GENERAL INFORMATION

§ L4010 Definitions of terms pnder the Patent
Cooperation Freaty,

() The abbreviation “PCT" and the term
Patent Cooperation Treaty.

() “International Burcan” means the World Intellectual
Property Organization located in Geneva, Switzerland,

(¢) “Administrative Instructions” means that hody of in-
stractions for operating under the Patent Cooperation Treaty
referred 0 in PCT Rule 89,

() "Request”, when capitalized, means that clement of the
international application described in PCT Rules 3 and 4.

() “lmernational application”, as used in this subchapter is
defined in & 1.9(h).

(D “Priority date” for the purpose of computing, time limits
under the Patent Cooperation Treaty is defined in PCT Ant.
2(xi). Note also § 1,408,

sr

I'reaty” mean the
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(g) “Demand,” when capitalized, means that document filed
with the Intemational Preliminary Examining Authority which
requests an international preliminary examination,

(h) “Anncxes” means amendments made to the claims, de-
scription or the drawings before the International Preliminary
Examining Authority.

(i) Other icrms and expressions in this Subpart C not defined
in this scction arc (o be taken in the sense indicated in PCT
Article 2 and 35 U.S.C. 351.

{OMB Control No. 0651-0011}

(43 FR 20466, May 11, 1978; 52 FR 20047, May 28, 1987}

§ 1.412 The United States Receiving Office.

(2) The United States Patent and Trademark Office is a
Recciving Office only for applicants who are residents or
nationals of the United States of America.

(b) The Patent and Trademark Office, when acting as a
Receiving Office, will be identified by the futl titte “United
States Receiving Office” or by the abbreviation “RO/US.”

(¢) The major functions of the Receiving Office include:

(D) According ol international filing dates to international
applications meeting the requirements of PCT Art, (1), and
PCT Rule 20;

(2) Assuring that international applications meet the stan-
dards for format and content of PCT Art. 14(1), PCT Rule 9, 26,
29.1, 37, 38, 91, and portions of PCT Rules 3 through 11;

(3)Collecting and, when reqguired, ransmitting fees due for
processing international applications (PCT Rule 14, 15, 16);

(4) Transmitting the record and search copics to the Inter-
national Burean and International Scarching Authority, respec-
tively (PCT Rules 22 and 23); and

(5) Determining complianze with applicable requirements
of Part 5 of this chapter,

[OMB Control No. 0651.0011]

§ 1.413 The United States Internationat Searching
Authority.

(1) Pursuant 10 appointment by the Assembly, the United
States Patent and Trademark Office will act as an International
Scarching Authority for international applications filed in the
United States Receiving Office and in other Receiving Offices
as may be agreed upon by the Commissioner, in accordance
with agreement between the Patent and Trademark Office and
the International Burcau (PCT Art, 16(3)(h)).

(b) The Patent and Trademark Office, when acting as an
International Scarching Authority, will be identified by the (ull
title “United States International Scarching Authority" or by the
abbreviation “ISA/US.”

(¢) The major functions of the International Searching Au-
thority include:

(1) Approving or establishing the title and abstract;

(2) Considering the matter of unity of invention;

(3) Conducting  international and  international-type
scarches and preparing international and intemational-lype
scarch reports (PCT Art, 15, 17 and 18, and PCT Rules 25, 33
1045 and 47); and

(4) Transmitting the interngtional scarch report to the appli-
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cant and the Intemational Burcau,
[OMB Control No, 6651-0011]

§ 1.414 The United States Patent and Trademark Office
as a Designated Office or Elected Office,

(a) The United States Patent and Trademark Office will act
asa Designated Office or Elected Office for intemational appli-
cations in which the United States of America has been desig-
nated or clected as a State in which patent protection is desired.

(b) The United States Patent and Trademark Office, when
acting as a Designated Office or Elected Office during interna-
tional processing will be identificd by the full title “United
States Designated Office” or by the abbreviation “DO/US” or
by the full title “United States Elected Office” or by the
ahbreviation “EO/US™,

(¢) The major functions of the United States Designated
Office or Elected Office in respect o international applications
in which the United States of America has been designated or
clected, include:

(1) Receiving various notifications throughout the interna-
tionat stage; and
(2) Accepting for national stage examination internitional
applications which satisfy the requirements of 35 U.S.C. 371.
|OMBE Control No. 06510011
(52 FR 20047, May 28, 1987, effective July 1, 1987)

§ 1.415 The International Bureau.

(o) The International Burcan is the World Intellectual Prop-
erty Organization located at Geneva, Switzerland, itis the inter-
national intergovernmental organization which acts as the coor-
dinsting body under the Treaty and the Regulations (PCT Art,
2 (xix) and 35 U.S.C. 351(h)).

(b) The major functions of the International Burcau include:

(1) Publishing of international applications and the Inter-
national Gazetie;

(2) Transmitting copics of international applications to
Designated Offices;

(3) Storing and maintaining record copies; and

(4) Transmitting information 10 authorities pertinent Lo the
processing of specific international applications,

[OMB Control No. 0651-0011]

§ L416 The United States International Preliminary
Fxamining Authority.

(i} Pursuant 1o appointment by the Assembly, the United
States Patent and Trademark Office will act as an International
Preliminary Examining Authority for international applications
filed in the United States Receiving Office and in other Receiv-
ing Offices as may be agreed upon by the Commissioner, in
accordance with agreement between the Patent and Trademark
Office and the International Burcau,

(b) 'The United States Patent and Trademark Office, when
acting as an International Preliminary Examining Authority,
will be identificd by the full title “United States International
Preliminary  Examining Authority” or by the abbreviation
“IPEA/US.”
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(¢) The major functions of the International Preliminary Ex-
amining Authority include:

(1) Receiving and checking for defects in the Demand;

(2) Cotlecting the handling fee for the International Burcau
and the preliminary examination fee for the United States Inter-
national Preliminary Examining Aunthority;

(3) Informing applicant of receipt of the Demand;

(4) Considering the matter of unity of invention;

(5) Providing an international preliminary cxamination
report which is a non-binding opinion on the questions whether
the claimed invention appears to be novel, to involve an inven-
tive step (Lo be non-obvious), and to be industrially applicablc;
and

(6) Transmitting the international preliminary examination
report to applicant and the International Burcau.

[Added 52 FR 20047, May 28, 1987]

WHO MAY FILE AN INTERNATIONAL APPLICATION

§ L4221 Applicant for international application.

(#) Only residents or nationals of the United States of
America may file international applications in the United States
Receiving Office.

(b Although the United States Receiving Office witl accept
international applications filed by any residentor national of the
United States of America for international processing, an inter-
nationaf apptication designating the Unites States of America
will be accepted by the Patent and Trademark Office for the
national stage only if filed by the inventor or as provided in §§
1422, 1.423 or §1.425,

(©) International applications which do not designate the
United States of America may be filed by the assignee or owner.,

() The auorney or agent of the applicant may sign the
international application Request and file the international
application for the applicant if the international application
when filed is accompanied by a separate powcer of attorney to
that attorney or agent from the applicant. The separate power of
auorncy from the applicant may be submitied after filing if
sufficient cause is shown for not submitting it at the time of
filing. Note that paragraph (b) of this section requires that the
applicant be the inventor if the United States of America is
designated.

(¢) Any indication of different applicants for the purpose of
different Designated Offices must be shown on the Request
portion of the international application,

() Changes in the person, name, or address of the applicant
oraninternational application shall be made in accordance with
PCT Rule 92bis,

() The wording of PCT Rule 92bis is as follows:

PCT Rule 92bis - Recording of Changes in Certain Indica-
tions in the Request or the Demand
92his Recording of Changes hy the International Burecau
(a) 'The International Burcau shall, on the request of the
applicant or the receiving Office, record changes in the follow-
ing indications appearing in the request or demand:
(i) person name, residence, nationatity or address of the
applicant,
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(i) person, name or address of the agent, the common rep-
resentative or the inventor.

(b) The International Burcau shalt not record the requested
change if the request for recording is received by it after the
cxpiration;

(i) of the time limit referred to in Article 22(1), where
Article 39(1) is not applicablic with respect to any Contracting
State;

(i1) of the time limit referred to in Article 39(1)(a), where
Article 39(1) is applicablc with respect to at least one Contract-
ing State.

|OMB Control No. 0651-0011])
[paras (D) & (g), 53FR 47810, Nov. 28, 1988, effective Jan, 1, 1989]

§ 1.422 When the inventor is dead.

In casc of the death of the inventor, the legal representative
(cxccutor, administrator, ctc.) of the deccased inventor may file
an international application which designates the United States
of Amgrica.

[OMB Conirol No. 0651-0011]

§ 1.423 When the inventor is in sane or legally
incapacitated.

In casc an inventor is insanc or otherwise legatly incapaci-
tated, the legal represeniative (guardian, conservator, ctc. ) of
such inventor may file an international application which des-
ignates the United States of America,

{OMB Control No, 0651-0011]

§ 1.424 Joint inventors,

Joint inventors must jointly file an international application
which desigrates the United States of Amcerica; the signaturc of
cither of them alone, or less than the entire number will be
insufficient for an invention invented by them jointly, except as
provided in § 1.425,

[OMB Conirol No. 0651-0011]

§ 1.425 Filing by other than inventor.

(ay It a joint inventor refuses (0 join in an international ap-
plication which designates the United State, of America or
cannotbe found or reached after ditigent effort, the international
application which designates the United Stater of America may
be filed by the other inventor on behalf of himself or herself and
the omitted inventor. Such an international application which
designates the United States of America must be accompanicd
by proof of the pertinent facis and must staie the last known
address of the omitted inventor. The Patent and Trademark
Office shall forward notice of the filing of the international
application to the omitted inventor at said address.

(b)Y Wheneveraninveator refuses to exccute an international
application which designates the United States of America, or
cannot be found or reached afier ditigent effort, a person to
whom the inventor has assigned or agreed in writing 1o assign
the invention or who otherwise shows sufficient proprictary
interest in the matter justifying such action may file the interna-
tional application on bhehalf of and as agent for the inveator,
Such an international application which designates the United
States of America must be accompanied by proof of the perti-
nent facts and a showing that such action is necessary topreserve
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the rights of the partics or 1o prevent irreparable damage, and
must state the last known address of the inventor, The assign-
ment, written agreement 1o assigh or other evidence of proprie-
tary interest, or & verificd copy thercof, must be filed in the
Patent and Trademark Officz. The Office shall forward notice of
the filing of the application to the inventor at the address stated
in the application.
[OMB Control No. 0651-0011]

THE INTERNATIONAL APPLICATION

§ 1.431 International application reguirements,

(a) Aninternational application shall contain, as specified in
the Treaty and the Regulations, a Request, a description, one or
morc claims, an abstract, and onc or more drawings (where
required). (PCT Art. 3(2) and Section 207 of the Administrative
Instructions.)

h) An international filing date will be accorded by the
United States Receiving Office, at the time of receipt of the
international application, provided that:

(1) The applicant is a United States resident or national (35
U.S.C. 361(a), PCT Ari. 11(1)(1)).

(2) The intemational application is in the English tanguage
(35 U.S.C. 361(c), PCT Art. 11(1)(i)).

(3) The international application containg at Icast the fol-
lowing clements (PCT Art, 1T(1)i1)):

(1) An indication that it is intended as an intermational ap-
plication (PCT Rule 4.2);

(ii) The designation of at least ong Contracting State of the
International Patent Cooperation Union;

(iii) The same of the applicant, as prescribed (note §§
1.421-1.424),

(iv) A part which on the face of it appears to be ¢
description; and

(v) A part which on the face of it appears to be a claim,

(c) Payment of the basic portion of the international fee
(PCT Rule 15.2) and the transmittal and scarch fees (§ 1.445)
may be made in full at the time the international application
papers required by paragraph (b} of this section are deposited or
within onc month thercafter. Failure o make full payment
within one month of the deposit of the international application
papers required by paragraph (b) of this section will resultin the
fees being charged to the International Burcaw under the provi-
sions of paragraph (d) of this section and PCT Rule 16bis.

(d) The United Suates Receiving Office will charge o the
International Burcan in accordance with PCT Rule 16bis and
will consider as having been timely paid:

(1) The wransmittal fee, the basic fee portion of the interna-
tional fee, or the scarch fee where these fees have not been fully
paid by the applicant within one month of the date of deposit of
the imerpational application, and

(2) The designation fee, or the amount necessary 10 cover
all the designations made in the request if not paid by the
applicant within onc ycar from the priority date or within one
month from the date of receipt of the international application if
that month cxpires after the expiration of one year from the
priority date.
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(¢) The Intemationad Burcau will notify applicant of any
amount charged under paragraph (d) of this section and invite
the applicant to pay directly to the International Burcan within
onc month from the date of the notification, the amountcharged,
augmented by a surcharge of 50%, provided the surcharge will
not be less, and will not be more, than the amounts indicaied in
the Schedule of Fees appended to the PCT Rules. If the payment
needed tocover the transmittal fees, the basic fee, the searchee,
onc designation fee and (he surcharge is not timely made (o the
International Burcau, the International Burcan will notify the
Recciving Office which will declare the interational applica-
tion withdrawn under PCT Anrticle 14(3)(a). If the applicant
makes timely payment of the fees referred 10 in the previous
sentence, but the amount paid is not sulficient to cover all
designation fees, the Receiving Office will declare any designa-
tionnot paid withdrawn under PCT Rule 14(3)(b) in accordance
with PCT Rule 16bis. 2(c).

{OMB Control No. 0651-0011]

{43 FR 20486, May 11, 1978; paras. (b), (¢), (d) & (¢), 50 FR 9383,
Mar. 7, 1985, cflective May 8, 1985; para, () amended 52 FR 20047,
May 28, 1987

§ 1.432 Designation of States and payment of designation
fees,

(v) The names of Designated States shall appear in the
Requestupon filing and must be indicated as setforth in Section
201 of the Administrative Instructions,

(b) The designation fees may be paid upon filing of the
international application, but must be paid before the expiration
of one year from the priority date or within one month from the
date of receipt of the international application il that month
expires after the expiration of one year from the priority date,
Failure to timely pay the designation fee for a particular Desig-
nated State will result in the withdrawal of that designation .
Failurc totimely pay atleastone designation fee will resultin the
withdrawal of the international application.

JOMB Control No., 0651-0011)

{43 FR 20486, May 11, 1978; para.(b) amended 52 FR 20047, May
28, 1987]

§ L.433 Physical requirements of international
application.

(a) The international application and cach of the documents
that may be reflerred to inthe check listof the Request (PCT Rule
3.3¢a)(ii)) shall be filed in one copy only.

(b) All sheets of the international application must be on Ad
size paper 210 x 29.7 cinl).

(¢) Other physical requirements for international applica-
tions are sct forth in PCT Rule 11 and sections 201-207 of the
Administrative Instructions,

[OMB Control No. 0651-0011]

§ 1.434 The request,

(#) The request shall be made on a standardized printed form
(PCT Rules 3 and 4), Copics of such prinfed Request forms are
aviailable from the Patent and Trademark Office. Letters re-
questing such forms should be marked “Box PCT.”
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() The Check List portion of the Request form should
indicate each document accompanying the international appli-
cation on filing.

(¢) Allinformation, for example, addresses, names of States
and dates, shall be indicated in the Bequest as required by PCT
Rule 4 and Administrative Instructions 110 and 201,

(d) Intemational applications which designate the United
States of America shall include:

(1) The name, address and signature of the inventor, excepl
as provided by §§ 1.421(d), 1.422, 1.423 and 1.425;

(2) A reference Lo any copending national application or
international application designating the United States of
America, if the benefitof the filing date for the prior copending

application is to be claimed.
{OMB Control No. 0651-0011)

§ 1435 The deseription,

(a) Requirements as o the content and form of the descrip-
tionaresctforthin PCT Rules 5,9, 10and 11 and Administrative
Instruction 204, and shall be adhered to.

(b) In inteenational applications designating the United
States the description must contain upon filing an indication of
the bezt made contemplated by the inventor for carrying out the

clnimed invention.
[OMB Control No. 0651-0011}

§ 1.436 ‘The claims,

The requirements as 1o the content and format of claims are
set forth in PCT Art, 6 and PCT Rules 6,9, 10 and 11 and shall
be adhered o, The number of the claims shall be reasonable,
considering the nature of the invention claimed.

JOMI Control No. 0651-0011)

§ 1.437 The drawings,

(a) Subject 1o paragraph (b) of this section, when drawings
are necessary for the understanding of the invention, or are men-
tioned in the description, they must be part of an international
application as originally filed in the United States Receiving
Office in order to maintain the international filing date during
the national stsge (PCT Art. 7).

(b) Drawings missing from the application upon filing will
be aceepted if such drawings are received within 30 days of the
date of first receipt of the incomplete papers. If the missing
drawings are received within the 30-day period, the interna-
tiona! filing date shall be the date on which such drawings are
reccived, I such drawings are not timely received, all references
(o drawings in the international application shall be considered
non-existent (PCT Art. 14(2), Administrative Instruction 310),

(¢y The physical requirements for drawings are set forth in
PCT Rute 11 and shall be adhered 10.

[OMB Control No. 0651-0011)

4 1,438 The abstract.

() Requirements as to the content and foris of the abstract
are st forth in PCT Rule 8, and shall be adhered to.

(b) Lack of an abstract upon filing of an international appli-
cation will not affect the granting of a filing date. However,
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failurc to furnish an abstract within one month from the date of

the notification by the Receiving Office will result in the inter-

national application being declared withdrawn,
{OMB Control No. 0651-0011])

FEES

§ 1.445 International application filing, processing and
search fees,

(a) The following fces and charges for international appli-
cations are established by the Commissioner under the authority
of 35 U.S.C. 376:

(1) A transmittal fee (sec 35 U.S.C. 361(d) and PCT Rule
14) e e b s e s R S SRR e $170.00
(2) A scarch l“cc (sce 35 U S.C. 361(d) and PCT Rule 16)
where:
(i) No corresponding prior United States national applica-
tion with basic filing fec has been filed .o.vvvvvireinen, $550.00
(i) A corresponding prior United States national applica-
tion with basic filing fce has been filed ...ovvvvvvveviienen: $380.00
(3) A supplemental scarch fee when required, per addi-
tORAl INVENLION .o $150.00

(b) The basic fee and designation fec portion of the interna-
tional fee shall be as prescribed in PCT Rule 15,

{OMB Conirol No. 0651-0011)

{43 FR 20466, May 11, 1978; para. (a), 47 FR 41282, Sept. 17,
1982, effective Oct. 1, 1982; para (s)(4) - (6), SOFR 9384, Mar. 7, 1985,
effective May 8, 1985; 50 FR 31826, Aug. 6, 1985, elfcctive Oct. 5,
19835; para. (a) amended 52 FR 20047, May 28, 1987; paras. (a)(2) &
(3), 54 FR 6893, Feb. 15, 1989, 54 FR 9432, March 7, 1989, effective
Apr. 17, 1989]

§ 1.446 Refund of international application filing and
processing fees.

(8) Moncy paid for international application fees, where
paid by actual mistake or in cxcesss-such as a payment not
required by law or Treaty and its Regulations, will be refunded.

(b) [Reserved]

(¢) Refund of the supplemental scarch fees will be made if

such refund is determined to be warranted by the Commissioner
or the Commissioner’s designee acting under PCT Rule 40.
2(c).

(d) The international and scarch fees will be refunded if no
international filing date is accorded (PC'F Rules 15.6 and 16.2).

|OMB Control No. 0651-0011}

{43 FR 20466, May 11, 1978; para, (b), 47 FR 41282, Sept. 17,
1982, clfective Oct. 1, 1982; pura (b), 50 FR 9384, Mar. 7, 1985,
cellective May 8, 1985; 50 FR 31826, Aug. 6, 1985, eflcctive Qct. §,
1085}

PRIORITY

§ 1481 'The priority claim and priority document in am
international application,
() Theclaim for priority must be made on the Request (PCT

Rule 4.10) in amanacr complying with Scctions 1 10 and 201 of

the Administrative Instructions.
(b) Whencever the priority of an carlier United States national
application is claimed in an international application, the appli-
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cant may request in a letter of transmiual accompanying the
international application upon filing with the United States
Receiving Office, or in a separate letter filed in the Receiving
Office not later than 16 months after the priority date, that the
Patent and Trademark Office prepare a certified copy of the
national application for transmittal to the International Burcau
(PCT Art. 8 and PCT Rule 17). The fee for preparing a certified
copy is stated in § 1.19(b)(1).

(c) If a certificd copy of the priority document is not
submitted together with the international application on filing,
or, if the priority application was filed in the United States and
a request and appropriate payment for preparation of such a
certificd copy do not accompany the international application
on filing or arc not filed within 16 months of the priority date,
the centified copy of the priority document must be furnished by
the applicant to the International Burcan or to the United States
Receiving Office within the time limit specified in PCT Rule
17.1(a).

[43 FR 20466, May 11, 1978; 47 FR 40140, Sept. 10, 1982,
effective Oct. 1, 1982; para (b), 47 FR 41282, Sepi. 17, 1982, effective
Oct. 1, 1982; paras. (b) & (¢), SOFR 9384, Mar. 7, 1985, effective May
8, 1985, para. (b), 54 FR 6893, Feb. 15, 1989, effective Apr, 17, 1989]

REPRESENTATION

§ 1.455 Representation in internationai applications,

(a) Applicants of international applications may be repre-
sented by attorneys or agents licensed to practice before the
Patent and Trademark Office or by a common representative
(PCT Art. 49, Rules 4.8 and 90 and § 10.10).

(b) Appointment of an agent, attorney or cCOmmMoOnN represen-
tative (PCT Rule 4.8) must be effected cither in the Request
form, signed by all applicants, or in a separate power of attomey
submiitted cither to the United States Recciving Office or to the
International Burean,

(¢) Powers of attomey and revocations thereof should be
submitted to the United States Receiving Office until the issu-
ance of the international scarch report,

{d) The addressee forcorrespondence will be asindicated in
section 108 of the Administrative Instructions.

[OMB Conwrol No. 06510011}

{43 FR 20466, May 11, 1978; 50 FR 5171, Feb. 6, 1985, effective
Mar. 8, 1985)

TRANSMITTAL OF RECORD COPY

§ 1.461 Procedures for transmittal of record copy to the
International Bureau,

(@) Transmittal of the record copy of the international appli-
cation o the International Burcau shafl be made by the United
States Recceiving Office.

(b) {Reserved]

(¢) No copy of an international application may be transmit-
ted to the International Burcau, a foreign Designated Office, or
other forcign authority by the United States Receiving Officc or
the applicant, nnless the applicable requirements of Part 5 of this
chapier have been satisficd.

[OMB Control No. 0651-0011)
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[ 43 FR 20466, May 11, 1978; paras. (a) & (b), 50 FR 9384, Mur.
7, 1985, effective May 8, 1985]

TIMING

§ 1.465 Timing of application processing based on the
priovity date.

(0) For the purpose of computing time limits under the
Treaty, the priority date shall be defined as in PCT Art. 2(xi).

(b) When a claimed priority date is cancelled under PCT
Rule 4.10(d), or considered not 10 have been made under PCT
Rule 4.10(b), the priority date for the purposes of computing
time timits will be the date of the carliest valid remaining
priority claim of the international application, or if none, the
international filing date,

(¢) When corrections under PCT Art. 11(2), Art. 14(2) or
PCT Rule 20.2(a) (i) or (iii) are timely submited, and the date
of receipt of such corrections falls later than one year from the
claimed priority date or dates, the Receiving Office shall pro-
ceed under PCT Rule 4.10(d).

{OMB Control No. 0651-0011)

§ 1.468 Deluys in mecting time Hmits.

Delays in meeting time limits during international process-
ing of international applications may only be excused as pro-
vided in PCT Rulc 82, For delays in meeting time timits in a
national application, sce § 1.137,

[OMB Control No., 0651-0011]

AMENDMENTS

§ 1471 Correctlons and smendments during
international processing.

(a) All corrections submitted to the United States Receiving
Office must be in the form of replacement sheets and be
accompanicd by a letter that draws atiention to the differences
hetween the replaced sheets and the replacement sheets, exeept
that the deletion of lines of text, the correction of simple
typographical crrors, and one addition or change of not more
than five words per sheet may be stated inaletier and the United
States Receiving Office will make the deletion or transfer the
correction (0 the international application, provided that such
corrections do not adversely affeet the clacity and direet repro-
ancibility of the application (PCT Rule 26.4).

() Amendments of claims submittedt to the International
Burcan shall be as prescribed by PCT Rule 46,

[OMB Control No. 46651-0011}

§ 1,472 Changes in person, sume, or address of
applicants and inventors.

All requests for a change in person, name or address ol ap-
plicants and inventor should be sentto the United States Reeeiv-
ing Office until the time of issnance of the international search
report. Therealter requests for such changes should be submit-
ted 1o the Internationnd Buvean,

[OMB Control No., 06516011

{13 IR 20466, May 11, 1978; redesignated at 52 FR 20047, May
28, 1UR7]
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UNITY OF INVENTION

§ 1.478 Unity of invention hefore the International
Searching Authority.

(1) An international application before the International
Scarching Authority witl be considered to have unity of inven-
tion if the claims are in accordance with PCT Rule 13 (sce
paragraph (£} of this section).

(b) An international application containing claims o differ-

ent categorics of invention will be considered to have unity of

invention if the claims arc drawa only to one of the combing-
tions of categorics as set forth in PCT Rule 13.2 (see paragraph
(N of this scction) or to the combination of -

(1) A product and a process for the smanufacture of said
product or

(2) A product and a process of use of said product.
I an application contains claims to more or less than one of the
combinations of categorics sct forth in PCT Rule 13.2 (sec
paragraph () of this section) or & combination set forth in
paragraphs (b)(1) or (2) of this section, unity of invention may
not be present,

(c) I an international application contting claims 10 a
category of invention in addition to those categories included in
any one of the combinations specified in paragraph (b) of this
section, lack of unity of invention may be held between the
categorics included in the combination and the claims to the
additional category of invention.

(1) Unity of invention will exist where the claims are timited
to one of the combinations of categories set forth in PCT Rule
13.2 (see paragraph (f) of this scetion) or in a combination set
forth in paeagraphs (b)(1) or (2) of this section, If multiple
products, processes of manufacture or uses arc claimed, the first
invention of the category first mentioned in the claims of the
application and the first recited invention of cach of the other
categorics related thereto will be considered as the inventions Lo

be searched. Any such hiolding by the examiner will be made of

record as a holding of lack of unity of invention,

{¢) The inventions recited by the claims of different catego-
rics must be related rather than independent inventions.

(0 The woeding of PCT Rule 13 is as follows:

“PCT Rule 13 - Unity of Invention

13.1 Requirement

The international application shall relate 10 one invention
only or 10 a group of inventions so linked as 0 form a single
general inventive concopt (“requirement of unity of inven-
tion").
13.2 Claims of Different Categories

Rule 13,1 shall be construed as permitting, in particular,
one of the following threo possibilities:

(i} in addition 10 an independont claim for a given
product, the inclusion in the same international application of
an independent claim for a process specially adapted for the
nunufacture of the said product, and the inclusion in the same
international application of an independent claim for & use of
the snid produet, or

Gi) n addition 10w independent claim for a given
process, e inclusion in the same international application of
an independent claim for an apparatus or means specifically
designed for carrying oul the said process, or
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(iti) in addition to an independent cluim for a given
product, the inclusion in the same international application of
an independent claim for a process specially sdapted for the
manufacture of the product, and the inclusion in the same inter-
national application of an independent claim for an apparsius
or maans specifically designed for carrying out the process.
13.3 Claims of One and the Same Category

Subject to Rule 13,1, it shall be pormitted w inclnde in the
same international application two or more independent
claims of the same category (i.e., product, process, apparatus,
or use) which cannot readily be covered by a single generic
claim,

134 Dependent Claims

Subject o Rule 13,1, it shall be permitted to inclundo in the
sume international application o reasonuble number of depend.
entclnims, claiming specific forms of the invention claimed in
an independent claim, oven whoers the features of any depend-
ont claim could be considered ns constituting in themselves an
invention,

13.5 Unilicy Models

Any designatod State in which the grant of a utility model
is sought on the basis ol an international application may,
nstomd of Rules 13,1 10 13,4, apply in respeet of the matters
regulated in those Rules the provisions of its national law
concerning utility models once the processing of the intema-
tional application has started in that State, provided that the
applicant shall bs allowed at least two months from the expi-
ration of the time limit applicoble under Articlo 22 to adapt bis
application to the requirements of the said provisions of the
national tuw.

{OMB Control No, 0651-0011}
{Added 52 FR 20047, May 28, 1987, offective July 1, 1987}

§ 1476 Determination of anity of invention before the
Internationsl Searching Authority.

(n) Before establishing the international search report, the
International Searching Authority will deicrming whether the
internationgal application complies with the reguirement of unity
of invention as st forth in PCT Rule 13 (see § 1.475(D) and §
1.475.

(b) If the International Scarching Authority considers that
thie intemational application does not comply with the reguire-
ment of unity of invention, it shall inforny the applicant accord-
ingly and invite the payment of additional fees (note § 1.445 and
PCT Art. 17(3)(@) and PCT Rule 40), The applicant will be
given atime period in accordance with PCT Rule 40,3 o pay the
additional fees due.

(¢) mthe case of non-compliance with unity of invention and
where no additional fees are paid, the international scarch will
be performed on the invention first mentioned (“main inven-
tion") in the claims,

() Lack of unity of invention may be directly evident before
considering the ctaims in relation o any prior art, or after laking
the prior art into consideration, as where o documentdiscovered
during the scarch shows the invention ¢laimed in a generic or
linking claim lacks novelty or isclearly obvious, leaving two or
more claints joined thereby without a common inventive con-
cept. In such o case the International Scarching Authority may
raise the objection of fack of unity of invention,

(43 FR 204606, May 11, 1978; redesignated and amended at 52 FR
200147, Muy 28, 1987
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§ 1477 Protest to lnck of unity of invention before the
International Searching Authority.

() ifthe applicant disagrees with the holding of Tack of unity
of invention by the International Scarching Authority, addi-
tional fees may be paid under protest, accompanicd by a request
for refund and a statement sctting forth reasons for disagrecment
or why the required additional fees are considered excessive, or
both (PCT Rule 40.2(c)).

(b) Protest under paragraph (a) of this section will be exam-
incd by the Commissioner or the Commissioner's designee. In
the event that the applicant’s protest is determined to be justi-
ficd, the additional fces or a portion thercol will be refunded.

(¢) An applicant who desires that a copy of the protest and
the decision thercon accompany the international search repart
when forwarded to the Designated Offices, may notify the
International Scarching Authority to thateffect any time prior to
the issunnce of the international search report. Thercafter, such
notification should be directed to the International Burcan (PCT
Rule 40.2(c)).

{43 FR 20466, May 11, 1978; redesignated and amended at 52 FR
20047, May 28, 1987]

INTERNATIONAL PRELIMINARY EXAMINATION

§ 1.480 Demand for international preliminary
exnmination,

(0) On the filing of a Demand and payment of the fees for
international preliminary examination (§ 1.482), the interna-
tional application shall be the subject of an international pre-
liminary cxamination. The preliminary examination fee (§
1.482(0)(1)) and the handling fee (§ 1.482(b)) shall be duc at the
tinte of filing of the Demand,

(b) The Demand shall be made on a standardized printed
form. Copics of the printed Demand forms are available from
the Patent and Trademark Office. Letters requesting printed
forms should be marked “Box PCT™,

(¢) I the Denand is made prior to the expiration of the 19th
month from the priority date and the United States of Americ:
is clected, the provisions of § 1.495 shall apply rather than §
1.494,

(d) Withdrawal of a proper Demand prior to the start of the
international preliminary examination will entitte applicant to a
refund of the preliminary examination fee minas the amount of
the transmittad fee set forth in § 1.445(a)(1).

{52 FR 20048, May 28, 1987, para. (4}, 53 FR 47810, Nov, 28,
1988, effective Jan. 1, 19849)

§ 1482 International prelimingry examination fees,

(&) The foHowing fees and charges for international prelimi-
nary examination are established by the Commissioner under
the authority of 35 U.S.C. 376:

(1} A preliminary examination fee is due on fiting the
Demand:

(1) Where an international scarch fee as set forth in §
1. 445()(2) has been paid on the international application to the
United States Patent and Trademark Office as an International
Scarching Authority, a preliminary examination
fee of o, e e SRR re $400,00
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() Where the Internationat Scarching Awthority tor the
international application was an authority other than the United
States Patent and Trademark Office, & preliminary exumination
(00 O oo SO00.00

(2) An additional preliminary examination fee when re-
quired, per additional invention:

(i) Where a supplemental search fee as set forth in §
L.445(0)(3) has been paid on the international application to the
United Stes Patent and Trademark Office as an International
Scarching AWhOTILY .o d 13000

(ii) Where the International Searching Authority (or the
internationad application was an authority other than the United
States Patent and Trademark OFCe. oo S200.00

(b) The handling tee is due on filing the Demand. Any
necessary supplement to the handling fee shall be paid directly
10 the Internationa] Bureaw,

A5 U.8.C. 6,176)

|OMB Control No, 0651.0011]

{52 FR 20048, May 28, 1987; parn. (u), 34 FR 6893, Fob, 15, 1989,
offective Apr. 17, 1989)

§ L484 Conduct of international preliminary
examination,

) An intermational preliminary examination will be con-
ducted 0 formulate a non-binding opinion as 10 whether (the
claimed invention has noveliy, involves inventive step (is non-
obvious) and is industrially applicable,

{b) No international preliminary examination report will be
established prior to issnance of an international search report,

(¢) No international preliminary examination will be con-
ducted on inventions not previously searched by an Interna-
tonal Scasching Authority.

() The International Preliminary Examining Authority will
establish a written opinion il any defeet exists or if the claimed
invention facks novelty, inventive step or industrial applicabil-
ity and will st anon-gxtendable time limit in the written opinion
for the upplicant to respond,

(¢} If no wrigten opinion under paragraph (d) of this section
is necessary, or afler any written opinion and the response
thereto or the expiration of the time limit for response 1o such
written opition, an international preliminary examination re-
port will be establishied by tie International Preliminary Exam-
ining Authoriiy. One copy will be submitted 1o the International
Hurcan and one copy will be submitted to the applicant,

(0 An applicant will be permitted a personal or telephone
interview with the examiner, which must be conducted during
the non-¢xiendable vime limit for response by the applicant to a
written opinion, Additional intervicws may be conducted where
the examiner determines that such additional interviews may be
helpful to advancing the international preliminary examination
procedure. A summary of any such personal or telephone
interview must be filed by the applicant as a partof the response
to the written opinion or, it applicant files no response, be made
of record in the fife by the examiner,

[52 FR 20049, May 28, 1987]
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§ 1485 Amendments by applicant during
inteenational prefiminary examingtion,

The applicant may make amendments at the time of fiting of
the Demand and within the time limit set by the International
Preliminary Examining Authority for response (o any writien
opinion, Any such amendments must-

(1) be made by submitting a replacement sheet for every
sheet of the application which differs from the sheet it replaces
unless an entire sheet is cancelled and

(2) include a deseription of how the replacement sheet
differs from the replaced sheet.

If an amendment cancels an entire sheet of the internaiional
application, that amendment shall be communicated in a letter,

[Added §2 FR 20049, May 28, 1987)

§ L487 Unity of Invention before the Interantional
Preliminary Fxamining Authority.

(o) Aninternationatapplication betore the International Pre-
liminary Examining Authority will be considered w lave uiity
of invention if the claims are in accordance with PCF Rule 13
(see § 1.475(h).

(b) Aninterntional application containing cluims to differ-
ant categories of inveation will be considered to have uaity of
invention if the claims are drawn only (0 one of the combing-
tions of entegories as set forth in PC'E Rule 13.2 (see § 1.475(1)
or to the combination of -

(1Y a product and a process for the manufactore of said
product or

(2) a product and a process of use of said product,
I an application contains claims (o more or less than ene of the
combinations of categories of invention set forth in PCT Rule
13.2 (see § 1.475(D) or a combination set forth in paragraphs
(M) or (3) of this section, unity of invention may not be
present,

(©) 1l an international application containg claims to o
category of invention in addition 1o those categories included in
any one of the combinations specificd in paragraph (b) of this
section, lack of unity of invention may be held between the
categories included in the combinaiion and the claims 1o the
additional category of invention,

(<) Unity of invention will exist whese the claims are limited
1o one of the combinations of categories set forth in PCT Rule
13.2 (see § 1.475(0D) or a combination set forth in paragraphs
MY or (2) of this section, I multiple products, processes ol
manufacture or uses are clnimed, the first invention of the
category first mentioned in the claims of the application aad the
(irst recited invention of cach of the other categories related
thereto will be considered as the inventions to be examined. Any
suchholding by the examiner will be made of record as aholding
of lnck of unity of invention,

(¢) The inventions recited by the elaims of different catego-
rics must be related rather than independent inventions,

[Addod 52 FR 20049, May 28, 1087, offective July 1, 1987)

§ LR Determination of unity of invention before the
International Prelimingry Examining Aunthority,
(@) Before establishing any written opinion or the interna-
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tional preliminary examination report, the International Pre-
timinary Examining Authority will determine whether the inter-
national apptication complies with the requirement of unity of
invention as st forth in § 1.487.

®) 11 the International Pecliminary Examining Authority
considers that the international application does not comply
with the reguirement of unity of invention, it may:

(1) Tssuea writien opinion and/or an international prelimi-
nary examingtion report, in respect of the entire international
application and indicate that unity ol invention is lacking and
specify the reasons therelor without extending an invitation o
restrict or pay additional fees, No international preliminary
examination will be conducted on inventions not previously
searched by an Inernational Searching Authority.

(2) Invite the applicant to restrict the claims or pay addi-
tional fees, pointing out the categories of (he invention found,
within a set time limit which witl not be extended. No interma-
tional preliminary examination will be conducted on inventions
not previously searched by an Internationat Preliminary Exam-
ining Authority, or

(3) If applicant fails to resurict the claims or pay additionat
fees within the time Limit set for response, the International
Preliminary Examining Authority will issue a written opinion
and/or establish v international preliminary examination re-
port o the main invention and shall indicate the relevant faets
in the suid report, Incase of any doubt as to which invention is
the main invention, the invention first mentioned in the claims
and previously searched by an Inteenational Searching Author-
ity shalt be considered the main invention,

(¢) Lack of unity of invention muy be directly evident before
considering the claims in relation to any prior art, or afier taking
the prior art into consideration, as where adocument discovered
during the search shows the invention cluimed in a generic or
linking claim lacks novelty or is clearly obvions, leaving two or
wore claims joined thereby without a common inventive con-
cept. In such a case the International Preliminary Examining
Authority may raise the objection of fack of unity of invention,

{52 FR 20049, May 28, 1987}

§ 1489 Protest to luck of unity of invention before the
Internationnd Preliminary Examinlag Authority,

() If the applicant disagrees with the holding ol lack of
unity of invention by the International Preliminary Examining
Authority, additional fees may be paid under protest, accompa-
nicd by arequest for refund and a statement setting forth reasons
for disagreement or why the required additional fees are exces-
sive, or both,

{b) Protest under paragraph () of thix section will be
examined by the Commissioner or the Commissioner's desig-
nee. In the event that the applicant's protest is determined to beo
justilicel, the additional fees or a portion thercof will be re-
funded,

(¢) Anapplicant who desires that a copy of the proéest and
the decision thereon accompany the international preliminary
examination report when forwarded (o the Elected Offices, may
notily the Intermnational Preliminary Examining Authority to
that effect any time prior to the issnance of the international
preliminary examination report. Thereafter, such notification

§ 1492

should be directed 10 he International Bureau,
{Added 52 FR 20050, May 28, 1987, offective July 1, 1987]

NATIONAL STAGE

§ 1491 Entry into the nntional stage.

An international application enters the national stuge when
the applicant has filed the docnments and fees required by 35
U.S.CL 371(¢) within the periods setin § 1,494 or § 1,495,

| Added 52 FR 20050, May 28, 1987]

§ 1492 National stage fees,

The following fees and charges for international applica-
tions entering the national swge under 3§ U.S.C. 371 are
astablished by the Commissioner under 35 U.S.C. 376

() The basic national fee:

(1) Where an international preliminary examination fee
as set forth in § 1482 has beea paid on the international
applicwtion to the United States Patent and Trademark Oftice:

By a small entity (§ L) i S 16800
By other than a small entity . S330.00

(2) Where no international preliminary examination lee
as st forth in § 1482 has been puid to the United States Patent
and Trademark Office. but an international search fee as set
forth in § L445¢)(2) has been paid on the internaiional appli-
cation to the United States Patent and Trademark Oftice as an
International Scarching Authority:

Ry asmadlentity (§ LOD) v S 18500
Ry other than a small ontity oo i 370.00

(3) Where no international prefiminary examination fee
as set forth in § 1482 has been paid and no international search
fec assettoribvin § 1.445()(2) has been paid on the international
application to the United States Patent and Trademark Otfice:

By a smaltentity (§ LOM) oo 3250.00
By other than a small entity i $500.00

(4) Where the imternational preliminary examination fee as
setforth in § 1,482 has been paid to the United States Patent and
Trademark Office and the international preliminary examing-
tionreport states that the eriteria of novelty, inventive step (non-
obviousness), and industrial applicability, as defined in PCT
Article 33(1) 10 (4) have been satisfiod for all the claims pre-
sented in the application entering the national stage (see §
1.496()):

By a small entity (§ LYD) i 325,00
By other than a smatl entity .. $50.00

(b) Inaddition to the basic national fee, for fiting or later
presentation of each independent claim in excass of

By a smali entity (§ L.OD) i S18.00
Ry other than a small entity ... e 36,00
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() tn addition to the basic national fee, for filing or later
presentation of cach claim (whether independent or dependent)
in excess of 20 (Note that § 1.75(¢) indicaies how multiple
dependent claims are considered for fee calculation purposes.):

By a smatl entity (§ L) wvvenncnonnns $6.00
By other than a small entity woveinnnnn $12,00

(J) tn addition to the basic national fee, it the application
contains, or is amended o contain, a multiple dependent
claim(s), per application:

By a smalt entity (§ L91)) i $60.00
By other than a small entity e $120.00

(I the additional fees required by paragraphs (b), (¢), and
(@) are not paid on presentation of the claims for which the
additional fees are due, they must be paid or the claims cancelled
by wmendment, prior (o the expiration of the time period set for
response by the Oftice in any notice of fee deficiency.)

(¢) Surcharge for filing the basic national fee or oath or
declaration tater than 20 months from the priority date pursuant
10 § 1494(c) or later than 30 months from the priority date
pursuant o § 1.495(c):

By g smatientity (8 19D e SEGLO0
By other than a small entity v $120.00

(fy Por filing an English transiation of an international
application fater than 20 months alter the priority dae (§
1.494(¢)) o for filing an English translation of the international
application or of any annexes 1o the international preliminary
examination report tater than 30 months after the priority date (§
LAYS(C) A (€)) cvvvnmirinnnmssmmaenmmamsnes 330,00

(5 U.S.C. 6,376)

[52 FR 20050, May 28, 1987, effective July 1, 1987; paras. (a)(1)
< (1) (B, (&D)- (), 54 FR 68U, Fob, 15, 1989, effective Apr. 17, 1989]

§ 1494 Entering ihe nationad stuge in the United States
of America us & Designated Office.

(1) Where no Demand has been filed with an appropriate
lternational Pretiminary Examining Authority by the expira-
tion of 19 months from the priority date (sce § 1.495), the
applicant must fulfill the requirements of PCT Article 22 and 35
U.S.C. 371 within the ume periods set forth in paragraphs (b)
amd (¢) of this section inorder to prevent the abandonment of the
tnternational application as to the Unites States of America.
International applications for which those reauirements are
timely fulfilled will enter the national stage and obtain an
exwmmnination as to the patentability of the invention in the United
States of America,

(b The applicant shalt fumish o the United States Patent
and Trademark Oftice not later than the expiration of 20 months
from the priority date -

(Dacopy of the international application, unless it has been
previousty comnuumicated by the Imernational Bureau or unless
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itwas originally filed in the United States Patent and Trademark
Office;

(2) a transtation of the international application into the
English language, il it was originally filed in another binguage;

(3) the basic national fee (see § 1.492(a)); and

(4) an oath or dectaration of the inventor (see § 1.497),

(¢) The applicant may furnish any required English transla-
tion of the international application, the basic national fee and
the oath or declaration of the inventor after 20 months but not
later than the expiration of 22 months from the priority date. The
payment of the processing feo set forth in § LA92(D is required
foracceptance of an English translation later than the expiration
of 20 months alter the priovity date. The payment of the
surcharge setforth in § 1.492(c) is required foracceptance of the
basic national fee or the oath or declaration of the inventor later
than the expiration of 20 months after the priority date,

(d) A copy of any anendments to the claims made under
PCT Article 19, and a vanslation of those amendments into
Enghish, if they were made in another langnage, must be
furnished not later than the expiration of 20 months from the
priority date. Amendments under PC'T Article 19 which are not
received by the expiration of 20 months from the priority date
will be considered o be cancelled.

(¢) Verification of the transtation of the intemational apphi-
cation or any other document pertaining to an international ap-
plication may be required where itisconsidered necessary, if the
imernational application or other document was fited in a
language other than English,

(1) The documents and fees submitted under pacagraphs (D)
and (¢) of this section must be ciearly identified as a submission
to enter the national stage under 3§ U.S.C. 371, otherwise the
submission will be considered as being made under 35
US.ClLLL

{g) The time limits set out in paragraphs (b), (¢) and () of

this section may not be extended pursuant to § 1.136 or other-
wise.

(h) An international application becomes atandoned as o
the United States 20 months from the priority date if a copy of
the international application is not communicated to the Pateni
and Trademark Office prior o 20 months from the priority date
where the United States has been designated but not elected
prior o 19 montlis from the priority date. I a copy of the
international application is communicated within 20 months to
the Patent and Trademark Ottice, an international application
will become abandoned as to the United States 22 months from
the priority date if the required English tanslation(s), fees and
onth or declaration under 35 U.S.C. 371(c¢) are not filed within
22 months from the priority date.

{Added 52 FR 20050, May 28, 1987}

§ 1495 Entering the unntionnl stage in the United States
of Anwerica as an Elected Office
(0 Where a Demand has been filed with an appropriate
International Pretiminary Examining Authority and not with-
drawn by the expiration of 19 months from the priority date, the
applicant must fulfill the requirements of 35 U.S.CL 371 within

the time periods setforth in paragraphs (b) and (¢) of this seetion
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in order 1o prevent the abandonment of the international appli-
‘ation as to the Unites States of America, International applica-
tions for which those requirements are timely fulfilled will enter
the national stage and obtain an examination as to the patenta-
bility of the invention in the Unites State of America,

) The applicant shall fumish to the United States Patent
and Trademark Office not later than the expiration of 30 months
from the priority date-

(D acopy of the international application, unless ithas been
previously communicated by the International Burcau or unless
itwas originalty filed in the United States Patent and Trademark
Oftice;

(2) a transtation of the international application into the
English language, it it was originally file in another language;

(3) the basic national {ee (see § 1.492(); and

(4) an cath or declaeation of the inventor (see § 1.497),

(©) The applicant may furnish any required English transla-
tion of the international application, the basic national tfec and
the oath or decliation of the inventor after 30 nonths but not
later than the expiration of 32 months from the priority date. 'The
payment of the processing fee set forth in § 1.492(1) is required
for ncceptance of an English translation fater than the expiration
of 30 months after the priority date, The payment of the
surchargo settorthvin § 1.492(¢) is required foracceptance of the
basic national fee or the oath or declaration of the inventor later
than the expiration of 30 months after the priority daie.

@) A copy of any amendments to the ¢laims made under
PCT Article 19, and a translation of those amendments into
English, it they were made in another Tanguage, nmst be
furaished not later than the expiration of 30 months from the
priority date, Amendments under PCT Article 19 which are not
received by the expiration of 30 months from the priority date
will bo considered to be cancelled,

(v) A translation into Englisk of any annexes to the interna-
tional preliminary examination report, if the annexes were nade
in anothier language, must be fumished not later than the
expiration of 30 months from the priority date. Translations of
tie anacxes which are not received by the expiration of 30
months from the priority date may be submitied within 32
months from the priority date accompanicd by the processing
tee sotforth in § 1.492(0. Transtations of the annexes which are
not timely received will be considered to be cancelled.

() Verification of the translation ol the international appli-
sation or any other document pertaining to an international ap-
plication nray be required where itisconsidered necessary, if the
international application or other document was filed in a
language other than English,

(&) The documents submitted wnder paragraphs (b) and (¢)
of this section must be clearly identificd as a submission to enter
the national stage under 35 U.S.CL 371, otherwise the submis-
sion will be considered as being made under 35 U.S.C111L

(W) The time limits set out in paragraphs (O), (). () and (o)
of this scetion niay not be extended pursuant o § 1,136 or oth-
CIWISC,

(1) An international application becomes abandoned as o
the United States 30 months from the priority date if a copy of
the international application is not communicated to the Patent
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§ 1499

and Trademark Qftice prior to 30 months from the priority date
and & Demand for lnternational Prefiminary Examination which
clected the United States of America has been filed prior to the
expiration of 19 months from the priority date. If a copy of the
international application is communicated within 30 months to
the Patent iand Trademark Office, an international application
will become abandoned as to the United States 32 months {rom
the priority date if the required English wranslation(s), fees and
oath or declaration under 35 U.S.C. 371{¢) are not liled within
32 months trom the priority date,
{Added 52 FR 20051, May 28, 1987, effective July 1, 1987}

§ 1496 Examination of international applications in the
national stage,

() International applications which have complied with the
requirements of 35 U.S.C. 371(c) will be taken up for action
basad on the date on which such requirements were met,
However, untless an express request for early processing has
been filed under 35 U.S.C. 3711, no action may be wken prior
to otie month after entry into the national siage.(b) A national
stage application filed under 35 U.S.C. 371 may have paid
therein the basic national tee as set forth in § 1,492 i it
contains, or is amended to contain, at the time of entry into the
natioma! stage, only claims which have been indicated in an
international preliminary examination report prepared by the
United States Patent and Trademark Oftice as satistying the
criteria of PCT Article 33(1)-(4) as to novelty, inventive step
and industrial applicability. Such national stage applications in
which the basic national fee as set forthin § 1.492(a)(4) hasbeen
paid may be amended subsequent to the date of entry into the
national stage only to the extent necessary 10 climinate objee-
tions as 1o form or o cancel rejected claims, Such national stage
applications in which the basic national fee as set forth in §
1.492{0)(4) has been paid will be taken up out of order,

[Added 52 FR 20051, May 28, 1987, effective July 1, 1987)

§ L4897 Oath or declarvation under 35 U.S.C. 378 (0)(4).

(@) When an applicant of an international application, it the
inventor, desires (o enter the national stage under 35 U.S.C. 371
pursuant 10 § 1494 or § 1.495, he or she must file an oath or
declaration in accordance with § 1.63.

(b) Wihe international application was made as provided in
§ 1422, 1,423 or 1425, the applicant shall state his or her
relationship to the inventor ad, wpon information and betief,
the facts which the inventor is required by § 1.63 (o stae,

JAdded 52 FR 20082, May 28, 1987, offeciive July 1, 1987]

§ 1499 Unity of invention during the national stage.

() An international application which has entered the na-
tional stage by meeting the requirements of 35 U.S.C. 371 will
be considered to have unity of invention if the claims are in
accordance with PCT Rule 13 (see § 1.475(1).

(b) Anapplication in the national stage containing claims to
difterent categories ol invention will be considered to have
unity of invention if the claims are drawn only to one of the
combinations of categories as set forth in PCT Rale 13.2 (sce §
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1.475(0) or to the combination of -

(1) & product and a process for the manufacture of said
product or

(2) a product and a process of use of said product.
1 an application contains claims to more or less than one of the
combinations of categorics of invention set forth in PCT Rule
13.2 (see § 1.475(1) or a combination set forth in paragraphs
(M)(1) and (2) of this scction, unity of inveation may not be
present,

(¢) If an applicatior in the national stage contains claims to
acategory of invention in addition to those categories included
inany onc of the combinations specificd in paragraph (b) of this
section, lack of unity of invention may be held between the
-ategories included in the combination and the claims to the
additional category of invention,

() Unity of invention will exist in an application in the
national stage where the claims are limited to one of the
combinations of categorices set forth in PCT Rule 13.2 (sce §
1.475(1)) or a combination sct forth in paragraphs (b)1) or (2)
of this section. If multiple products, processes of manufacturc or
uses are claimed, the first invention of the category lirst men-
tioned in the claims of the application and the first recited
invention of cach of the other categories related thereto will be
considered as the clected invention to be examined. Any such
holding of an clection by the examiner will be made in the form
of o restriction requirement which confirms the eleciion made
by the presentation of ¢laims. Such a restriction requirement
would be made on the basis of whethier the inventions are
independent and distinet, Applicant has the right to traverse
such o restriction requirement in the response to the Office
action in which the election is indicated,

(¢} The inventions recited by the claims of different catego-
ries nwust be related rather than independent inventions,

(1) i the examiner finds that 0 national stage application
lacks unity of invention, the cxaminer may in an Office action
require the applicant in the responsc to that Office action to elect
the invention to which the claims shall be restricted, this official
action being called a requirement for restriction, Such require-
ment may be made before any action on the merits but may be
made at any time before the tinal action at the discretion of the
examiner. Review of any such regquircment is provided under §§
L1443 and 1144,

|Added 52 FR 20052, May 28, 1987, effective July 1, 1987]

Subpart D - Reexamination of Patents
CITATION OF PRIOR ART

§ L1801 Citation of prior art in patent files.

() At any time ducing the period of catorceability of a
patent, any person may cite to the Patent and Trademark Office
inwriting prior art consisting of patents or printed publications
which that person states to be pertinent and applicable to the
patent and believes to have a bearing on the patentability of any
claim of a particular patent. If the citation is made by the patent
owner, the explanation of pertinency and applicability may
include an explanation of how the claims dilfer from the prior

Rev. 13, Nov, 1989

MARNUAL OF PATENT EXAMINING PROCEDURE

art. Citations by the patent owner under § 1.555 and by a
reexamination requester under cither § 1L51Wor § 1.535 will be
cntered in the patent file during a reexamination procecding.
The entry in the patent file of citations submitted after the date
of an order to reexamine pursuant 10 § 1.525 by persons other
than the patent owner, or a reexamination requester under cither
§ 1.510 or § 1.535, will be delayed until the reexamination
proceadings have been terminated.

(b) If the person making the citation wishes his or her
identity to be excluded from the patent file and kept confiden-
tial, the citation papers must be submitted without any identifi-
cation of the person making the submission.

(¢) Citations of patent or printed publications by the public
in patent files should cither: (1) Reflect that acopy of the same
has been mailed to the patent owner at the address as provided
foring 1.33(c); orin the event service is not possible (2) be tiled
with the Office in duplicate.

[46 FR 29185, May 29, 1981, effective July 1, 1981]

REQUEST FOR REEXAMINATION

§ L8510 Request for reexamination.

(&) Any person may, at any time during the period of
enforceability ofa patent, file a request for reexamination by the
Patent and ‘Trademark Office of any claim of the patent on the
basis of prior art patents or printed publications cited under §
1.501. The request must be accompaniced by the fee for request-
ing reexamination set in § 1.20(c).

(b) Any request for reexamination must inciude the follow-
ing parts:

(1) A statement pointing out cach substantial new question
of patentability based on prior patents and printed publications.

(2) An identification of cvery claim for which reexamina-
tion is requested, and a detaited explanation of the pertinency
and manner of applying the cited prior art to every claim for
which reexamination is requested. It appropriate the party
requesting reexamination may also point out how claims distin-
guish over cited prior ard,

(3) A copy of every patent or printed publication relicd
upon or referred to in paragraph (b)(1) and (2) of this section ac-
companied by an English language translation of ol the neces-
sary and pertinent parts of aiy non-English language patent or
printed publication,

(4) The entire specification (including claims) and draw-
ings of the patent for which reexamination is requested must be
furnished in the form of cut-up copics of the original patent with
only a single cotumn of the printed patent securcly mounted or
reproduced in permanent form on one side of a separate paper.
A copy of any disclaimer, certificate of correction, or reexami-
nation certificate issued in the patent must also be included.

(5) A certification that a copy of the request filed by a
personother than the patent owner has been served inits entirety
on the patent owner at the address as provided for in § 1,33(¢).
The name and address of the party served must be indicated. If
service was not possible, a duplicate copy must be supplied to
the Office,

(¢) If the request does not include the fee for requesting
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reexamination or all of the parts required by pasagraph (b) of this
scction, the person identificd as requesting reexamination will
be so notificd and given an opportunity to complete the request
within a specificd time. If the fee for requesting recxamination
has been paid but the defect in the request is not corrected within
the specificd time, the determination whether or not to institute
reexamination willbe made on therequest as it then exists, If the
fee for requesting reexamination has not been paid, no determi-
nation will be made and the request will be placed in the patent
file as a citation if it complics with the requirements of  §
1.501(a).

(d) The filing of the request is: (1) The date on which the
request including the entire fee for requesting reexamination is
received in the Patent and Trademark Office; or (2) the date on
which the last portion of the fee for requesting reexamination is
received,

(e) A request filed by the patent owner, may include 2
proposed amendment in gccordance with § 1.121(1).

(N I arequest is filed by an atorney or agent identifying
another party on whose behalf the request is being filed, the
attorncy or agent must have a power ol attorney from that party
or be acling in a representative capacity pursuant to § 1.34(a).

OMB Control N. 06510011}

{46 FR 29185, May 29, 1981, offective July 1, 1981; para. (1), 47
FR 41282, Sept. 17, 1982, effective Oct. §, 1982]

§ 1L.515 Determination of the request for
reexamingtion,

(#) Within three months following the filing date of arequest
for recxamination, an cxaminer will consider the request and
determine whether or not a substantial new question of patenta-
bility affecting any claim of the patent is raised by the reqguest

and the prior art cited therein, with or without consideration of

other patents or printed publications, The examiner's determi-
nation will be based on the claims in effect at the time of the
determination and will become a part of the officiat file of the
patent and will be given or mailed 0 the patent owner at the
address as provided for in § £.33(c) and 10 the person requesting
reexamination.

(b) Where no substantial new guestion of patentability has
been found, a refund of a porticn of the fee for requesting
reexamination will be made to the ceque: ¢ in accordance with
§ 1.26(c).

(¢) The requester may seck review by a petition to the
Commissioner under § 1,181 within one month of the mailing
date of the examiner's determinition refusing reexamination,
Any such petition mast comply with § 1.18i(b). If no petition is
timely filed or if the decision on petition affirms that no
substantial new question of patentability has been raised, the
determination shali be final and nonappealable.

{46 FR 29185, May 29, 1981, offective July 1, 1981)

§ 1520 Reexamination nt the initiative of the
Commissioner,
The Commissioner, at any time during the period of en-
forceability of apatent, may determine whetheror not a substan-
tinl new question of patentability is raised by patents or printed
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publications which have been discovered by the Commissioner
or which have been brought to the Commissioner's atiention
cven though no request for reexamination has bheen filed in
accordunce with § 1.510. The Commissioner may initiate reex-
amination without & request for reexamination pursuant to §
1.510. Normally requests from outside the Patent and Trade-
mark Office that the Commissioner undertake reexamination on
his own initiative will not be considered. Any determination o
initiate reexamination under this section will become a part of
the official file of the patent and will be given or mailed o the
patent owner at the address as provided for in § 1.33(c).
|46 FR 29186, May 29, 1981, effective July 1, 1981]

REEXAMINATION

§ 1.825 Order to reexamine.

(8 1f a substantial new question of pateniability is found
pursuantto § 1.515 or § 1,520, the determination will include an
order for recxamination of the patent for resolution of the
question, If the order for reexamination resulted from a petition
pursuant 10 § 1.515(¢), the reexamination will ordinarily be
conducted by an examiner other than the examiner responsible
for the initial determination under § 1.515(a).

(h) Ifthe order for reexamination of the patent mailed to the
patent owner at the address as provided for in § 1.33(c) is
returned to the Office undelivered, the notice published in the
Official Gazette under § 1.11(c) will be considered to be
constructive notice and reexamination will proceed,

146 FR 29186, May 29, 1981, effective July 1, 1981}

§ 1530 Statement and amendment by patent owner,

(8) Exceptas provided in § 1.510(¢), no statement or other
response by the patent owner shall be filed prior to the determi-
nations mude in accordance with §§ 1.515 or 1.520. If a
premature statement or other response is filed by the patent
owner it will not be acknowledged or considered in making the
determination.

(b) The order for reexamination wiil set a period of not less
than two months from the date of the order within which the
patent owner may file a statement on the new question of
patentability including any proposed amendments the patent
owner wishes to make, :

(¢) Any staiement filed by the patent owner shall clearly
point out why the subject matter s claimed is not anticipated or
rendered olivious by the prior art pateats or printed publications,
cither alone or in any reasonable combinations. Any statement
filed must be served upon the reexamination requester in accor-
dance with § 1,248,

(1) Any proposcd amendment to the description and claims
must be made in accordance with § 1.121(). No amendment
may enlarge the scope of the ¢laims of the patent or introduce
new matter, No amended or new cluims may be proposed flor
entry ingn expired patent, Morcover, no amended or new claims
will be incorporated into the patent by certificate issucd after the
expiration of the patent,

(¢) Althongh the Office actions will treat proposed amend-
ments as though they have heen entered, the proposed amend-
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ments will not be elfective until the reexamination certificate is
issned.
[46 FR 29186, May 29, 1981, effective July 1, 1981}

§ 1.535 Reply by requester,

A reply to the patent owner's statement under § 1,530 may
be (iled by the reexamination requester within two months from
the date of service of the patentowner's statement, Any reply by
the requester must be served upon the patent owner in accor-
dance with § 1.248. If the patent owner docs not [ile a statement
under § 1.530, no reply or other submission from the reexami-
nation requester will be considered.

[46 FR 29186, May 29, 1981, effective July 1, 1981}

§ 1.540 Consideration of responses,

The fnilure 0 timely file or serve the documents set forth in
§ 1.530 or in § 1,535 may result in their being refused consid-
cration, No submissions other than the statement pursuant o §
1.530 sindl the reply by the requester pursuant 1o § 1.535 will be
considered prior 10 examination,

{146 FR 29186, May 29, 1981, effective July 1, 1981}

§ 1.5580 Conduct of reexemination proceedings.

{n) Allrcexamination procecdings, including any appeals o
the Board of Patent Appeals and Interferences, will be con-
ducted with special dispatch within the Office. After issuance of
the reexamination order and expiration of the time for submit-
ting any responses thereto, the examination will be conducted in
accordance with §§ 1,104 through 1.119 and will result in the
issuance of a recxamingtion certificate under § 1.570.

(b) The patent owner will be given atleast 3O days o respond
10 any Olfice action, Such response may include further state-
ments in response o any rejections and/or proposed amend-
ments or new claims to place the pateat in a condition where all
cluims, il amended as proposed, would be patentable.

(©) The time for taking any action by a patent owner in a
reexamination proceeding will he extended only for sulTicient
canse, and for a reasonable time specified. Any request for such
extension must be filed on or before the day on whiclvaction by
the patent owner is due, but in no casce will the mere filing of o
request effect any extension, See § 1.304() lor extensions of
time for fifing a notice of appeal to the U.S. Conrtof Appeals for
the Federal Circuit or for commencing a civil action,

(<) I the pasent owner fails to file a timely and appropriate
response 1o any Office action, the reexamination prroceeding
will be terminated and the Commissioner will proceed (o issue
acertificate under § 1,570 in accordance with the last action of
the Office.

(¢) Thereexamination requester will be sent copics of Office
actions issued doring, the reexamination proceeding. Any docu-
ment filed by the patent owner must be served on the requester
in the manner provided in § 1.248. The document must reflect
service or the document may be refused consideration by the
Office. The active participation of the reexamination requester
ends with the reply pursuant to § 1.535, and no further submis-
sions on behalf of the reexamination requester will he acknowt-
edged or considered, Further, no submissions on hehalf of any
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third partics will be acknowledged or considered unless such
submissions are (1) in accordance with § 1.5100r (2) eniered in
the patent file prior to the date of the order to reexamine pursuant
0 § 1,525, Submissions by third parties, filed after the date of
the order to reexamine pursuant to § 1,525, must meet the
requirements of and will be treated in accordance with §
1.501(w).

(46 FR 29186, May 29, 1981, effective July 1, 1981; para. (¢), 49
IR 556, Jan. 4, 1984, effective Apr. 1, 1984; para. (a), 49 FR 48416,
1ec. 12, 1984, elfective Feb. 11, 1985; para. (¢), 34 FR 29553, July 13,
1989, effective Aug. 20, 1989)

§ 1.552 Scope of reexaminution in reexamingtion
proceedings,

(a) Patent claims will be reexamined on the basis of patents
or printed publications,

(b) Amended or new claims presented during a reexamina-
tion procecding must not enlarge the scope of the claims of the
patent and will be examined on the basis of patents or printed
publications and also for compliance with the requirements of
35 U.S.C. 112 and the new matter prohibition of 35 U.S.C, 132,

(¢) Questions other than those indicated in paragraphs ()
and () of this section will not be resolved in i reexamination
proceeding. I such questions are discovered during a reexami-
natior proceeding, the existence of such questions will be noted
by the examiner in an Office action, in which case the patent
owner may desire 1o consider the advisability of filing a reissue
application to have such guestions considered and resolbved,

{46 1R 29186, May 29, 1981, effective July 1, 1981}

§ 1L.585 Duty of disclosure in reexomination
proceedings.

(a) A duty of candor and good faith toward the Patent and
Trademark Office rests on the patent owner, on each attorney or
agent who represents the patent owner, and on every other
individual who is substantively involved on behalf of the patent
owner inareexamination proceeding. All such individuals who
are aware, or become aware, of patents or printed publications
materiat to the reexamination which have not been previously
made of record in the patent file must bring such patents or
printed publications to the attention of the Otfice. An informa-
tion disclosure statement, preferably inaccordance with § 1,98,
should be filed within two months of the date of the order for
reexantination, or as soon thereafter as possible inorder to bring
such patents or printed publications 1o the attention of the
Office.

(6) Disclosures pursuant to this section must be accompa-
med by a copy of cach foreign patent docoment or non-patent
printed publication which is being disclosed or by a stiement
that the copy is not in the. possession of the person making the
disclosure and may be made to the Office through anattorney or
agent having responsibility on behalf of the patent owner for {he
reexamination proceeding or through a patent owner acting in
his or her own hehalf, Disclosure to such an attorney, ageat or
patent owner shall satisty the duty of any other individual. Such
an atlorney, ageat or patent owner has no duty (o transmit
information which is not material to the reexamination,
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(¢) The dutics of candor, good faith, and disclosure required
in paragraph () of this section have not been complicd with if
any fraud was practiced or attempted on the Office or there was
any violation of the duty of disclosure through bad faith or gross
negligence by, or ont behalf of, the patent owner in the reexami-
nation proceeding,.

(d) The responsibility forcompliance with this section rests
upon the individuals identified in paragraph () of this section
and no evaluation will be made in the reexamination proceeding
by the Office as 1o compliance with this section. If questions of
compliance with this section are discovered during a reexami-
nation proceeding, they will be noted as unresolved questions in
accordance with § 1.552(¢).

[46 FR 29187, May 29, 1981, effective July 1, 1981; 47 FR 21752,
May 19, 1982, effective July 1, 1982; paras. (1) & (b), 49 FR 556, Jan.
4, 1984, effective Apr. 1, 1984)

¢ 1.560 Interviews in reexamination proceedings,

() Interviews inreexamination procecedings pending before
the Office between examiners and the owners of such patents or
their attorneys or agents of record must be had in the Office at
such times, within Office hours, as the respective examiners
may designate. Interviews will not be permitted at any other
time or place without the authority of the Commissioner. Inter-
views for the discussion of the patentability of claims in patents
involved in reexamination proceedings will not be had prior (o
the first official action thereon, Interviews should be arranged
for in advance. Requests that reexamination reguesters partici-
pate in interviews with examiners will not be granted.

(b) In every instance of an interview with an examiner, a
complete written statement of the reasons presented at the
interview as warranting favorable action must be filed by the
patent owner, An interview does not remove the neeessity for
response o Office actions us specified in § 1111,

{46 FR 29187, Muy 29, 1981, effective July 1, 1981)

§ 1565 Concurrent office proceedings.

(a) In any reexamination proceeding before the Office, the
patent owner shatl call the attention of the Office w any prior or
concnrrent proceedings in which the patent is or was involved
such as interferences, reissuge, reexaminations, or litigation and
the results of such proceedings,

(b) i apatentin the process of reexamination is or becomes
involved in litigation or a reissue application for the patent is
filed or pending, the Commissioner shalt determine whether or
not (o stay the reexamination or reissue proceeding,

(¢) if reexamination is ordered while a prior reexamination
proceeding is pending, the reexamination proceedings will be
consolidated and result in the issuance of a single certificate
under § 1.570.

() Ifareissue application and a reexamination proceeding
on which an order pursuant 10 § 1.525 has been mailed are
pending concurrently on a patent, a decision will normally be
made 1o merge the two proceedings or (o stay one of the two
proceedings, Where merger of a reissue application and a

R - 67

§ 1.570

reexamination procecding is ordered, the merged examination
will be conducted in accordance with §§ 1.171 through 1.179
and the patent owner will be required to place and maintain the
same claims in the reissue application and the reexamination
proceeding during the pendency of the merged proceeding. The
examiner’s actions and any responses by the patent owner in i
merged proceeding will apply to both the reissue application
and the recxamination procceding and be physically entered
into both files. Any reexamination procecding merged with a
reissue application shall be terminated by the grant of the
reissucd patent,

(¢) Ifapatentin the process of reexamination is or becomes
involved in an interference, the Commissioner may stay reex-
amination or the interference. The Commissioner will not
consider a request to sty an interference unless a motion (§
1.635) to stay the interference has been presented 1o, and denied
by, an examincer-in-chiel and the request is filed within ten (10)
days of a decision by an examiner-in-chief denying the motion
for a stay or such other time as the examiner-in-chicl may set.

{46 FR 29187, May 29, 1981, effective July 1, 1981; paras, (b) &
{0),, 47 FR 21753, May 19, 1982, effective July 1, 1982; paras. (b) &
(¢), 49 PR 48416, Dec. 12, 1984, SO FR 23123, May 31, 1985, effective
Feb. 11, 1985)

CERTIFICATE

§ 1.570 Issuance of reexamination certificate after
reexamination proceedings.

(@) Upon the conclusion of reexamination proceedings, the
Commissioner will issuc a certificaie in accordance with 35
U.S.C. 307 setting forth the results of the reexamination pro-
ceeding and the content of the patent fotlowing the reexamina-
tion procceding.

() A certificate will be issued in cach patent in which a
reexamination proceeding has been ordered under § 1.525. Any
statutory discliimer filed by the patent owner will be made part
of the certificate.

(¢) The certificate will be mailed on the day of its date to the
patent owner at the address as provided forin § 1.33(c). A copy
of the certificate will also be mailed 0 the requester of the
reexamination proceeding,

() Ifa certificate has been issued which cancels all of the
claims of the patent, no further Office proceedings will be
conducted with regard to that patent or any reissue applications
or reexamination requests relating thereto.,

(¢} If the reexamination proceeding is terminated by the
grant of a reissued patent as provided in § 1.565(d) the reissued
patent will constitute the reexamination certificate required by
this section and 35 U.S.C. 307.

() A notice of the issnance of cach certificate under this
section will be published in the Official Gazene on its date of
issnance,

|16 'R 29187, May 29, 1981, elfective July 1, 1981; para. (e), 47
IFR 21753, May 19, 1982, elfective dawe July 1, 1982]
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§ 1601 Scope of rules, definitions,

This subpartgoverns the procedure inpatent interferencesin
the Patent and Trademark Office. This subpart shall be con-
strued o secure the just, speedy, and inexpensive determination
of every interference. For the meaning of terms in the Federal
Rules of Evidence as applied to interferences, sce § 1.671(c).
Unless otherwise clear from the context, the following defini-
tions apply to this subpart:

(a) “Additional discovery” is discovery to which a party
may be entitfed under § 1.687 in addition to discovery to which
the party is entitled as a matter of right under § 1.673(a) and (b).

(b) “Affidavit” mcans affidavit, declaration under § 1.68, or
statutory declaration under 28 U.S.C. 1746, A transcript of an ex
parte deposition may be used as an affidavit.

(c) “Board” mcans the Board of Patent Appeals and Inter-
ferences.

(d) “Casc-in-chicf” means that portion of a party’s casce
where the party has the burden of going forward with evidence.

(¢) “Case-in-rebuttal” means that portion of a party’s case
wlicre the party presents evidence in rebuttal to the case-in-chief
of another party.

() A“count” defines the interfering subject matter between
(D two or more applications or (2) onc or more applications and
onc or more patents. When there is more than onc count, cach
count shali define a separate patentable invention. Any claim of
an application or paient which corresponds to a count is a claim
involved in the interference within the meaning of 35 U.S.C.
135@). A claim of a patent or application which is identical to
acount is said to “correspond exactly” to the count, A claim of
a patent or application which is not identical to a count, but
which defines the same patentable invention as the count, is said
1o *‘correspond substantially” 1o the count. When a count is
broader in scope tham all claims which correspond to the count,
the count is a “phantom count.” A phantom count is not
patentable to any party.

() The “cffective filing date™ of an application or a patent
is the filing date of an carlicr application accorded to the appli-
cation or patent under 35 U.S.C. 119, 120, or 365.

(h) In the case of an application, “filing datc” mecans the
filing date assigned to the application. In the casc of a patent,
“filing datc” means the filing date assigned to the application
which issued as the patent,

(i) An“interference™ is a proceeding instituted in the Patent
and Trademark Office before the Board o determine any
guestion of patentability and priority of invention between two
or mote parties claiming the same patentable invention. An
iterference may be declared between two or more pending
applications naming different inventors when, in the opinion of
an examiner, the applications contain claims for the same
patentable invention, An interference may be declared between
one or more pending applications and one or more unexpired
patents naming different inventors when, in the opinion of an
cxaminer, any application and any unexpired paent contain
claims for the same patentable invention,

(j) An“interference-in-fact” exists when at least one claim
ol a party which corresponds to @ count and at least one claim of
an opponent which corresponds o the count define the same
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patentable invention,

(k) A “lead” attorncy or agent is a registered attorney or
agent of record who is primarily responsible for prosecuting an
interference on behalf of a party and is the attorney or agent
whom an cxaminer-in-chief may contact to sct times and take
other action in the interference.

(1) A “party”is (1) an applicant or patentee involved in the
interference or (2) a legal representative or an assignee of an
applicant or patentec involved in an interference. Where acts of
a party are normally performed by an attorney or agent, “party”
may be construed to mean the attorney or agent. An “inventor”
is the individual named as inventor in an application involved in
an interference or the individual named as inventor in a patent
involved in an interference.

(m) A*'scniorparty” isthe party with carlicsteffective filing
datc as to all counts or, if there is no party with the carlicst
ceffective filing datc as to all counts, the party with the carlicst
filing datc. A “junior party” is any other party.

(n) Invention “A” is the “same patentable invention™” as an
invention “B” when invention “A™ is the samc as (35
U.S.C.102) or is obvious (35 U.S.C. 103) in vicw of invention
“B" assuming invention “B” is prior art with respectto invention
“A”. Invention “A” is a “scparate patentable invention” with
respect to invention “B” when invention “A” isnew (35 U.S.C.
102) and non-obvious (35 U.S.C. 103) in view of invention “B”
assuming invention “B” is prior art with respect to invention
“A”,

(0) “Sworn” means sworn or affirmed.

(p) “United States” means the United States of America, its
territories and posscssions.

[49 FR 48416, Dec. 12, 1984, cffective Feb. 11, 1985; 50 FR
23123, May 31, 1985]

§ 1.602 Interest in applications and patents involved in
an interference,

(a) Unless good cause is shown, an interference shall not be
declared or continued between (1) applications owned by a
single party or (2) applications and an uncxpired patent owned
by a single party.

(b) The partics, within 20 days alter an interference is
declared, shall notify the Board of any and all right, title, and
interest in any application or patent involved or relied upon in
the interference unless the right, title, and interest is sct forth in
the notice declaring the interference.

(c) If a change of any right, tite, and interest in any
application or patent involved or relied upon in the interference
occursafter notice is given declaring the interference and before
the time expires for secking judicial review of a final decision
of the Board, the partics shall notify the Board of the change
within 20 days of the change,

49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985])

§ 1.603 Interference between applications; subject
matier of the interference.
Before an interference is declared between two or more
applications, the examiner must be of the opinion that there is
interfering subject matter claimed in the applications which is
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patentable Lo cach applicant subject o a judgment in the inter-
ference. The interfering subject matter shall be defined by one
or more counts. Each count shall define a separate patentable
invention. Each application must contain, or be amended to
contain, at least onc claim which corresponds to cach count. All
claims in the applications which define the same patentable
invention as a count shall be designated to correspond to the
count.
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

§ 1.604 Request for interference between applications by
an applicant,

(a) An applicant may seck to have an interference declared
with an application of another by,

(1) Suggesting a proposed count and presenting at least one
claim corresponding to the proposed countor identifying at Icast
one claim in his or her application that corresponds to the
proposcd count,

(2) Identifying the other application and, if known, a claim
in the other application which corresponds to the proposed
count, and

(3) Explaining why an interfcrence should be declared.,

(b) When an applicant presents a claim known to the
applicant to define the same patentable invention claimed in a
peading application of another, the applicant shall identify that
pending application, unless the claim is presented in responsc o
a suggestion by the cxaminer. The examiner shall notify the
Commissioncr of any instance where it appears an applicani
may have failed to comply with the provisions of this paragraph.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; para.
(a) amended 53 FR 23735, June 23, 1988, effective Scpt. 12, 1988]

§ 1.605 Suggestion of claim to applicant by examiner.

(a) Thc cxaminer may suggest that an applicant present a
claim in an application for the purpose of an interference with
anothcr appfication ora patent. The applicant to whom the claim
is suggesticd shall amend the application by presenting the sug-
gested claim with in a time specificd by the examiner, not less
than onc month. Failure or refusal of an applicant to timely
presentthe suggested ctaim shall be taken without further action
as a disclaimer by the applicant of the invention defined by the
suggested claim, At the time the suggested claim is presented,
the applicant may also (1) cali the examiner’s attention to other
claims already in the application or which are presented with the
suggested claim and (2) explain why the other claims would be
morc appropriate to be included in any interference which may
be declared.

(b) The suggestion of a claim by the cxaminer for the
purpose of an interference will not stay the period for response
to any outstanding Office action, When a suggested claim is
timely presented, ex parte proceedings in the application will be
stayed pending a determination of whether an interference will

be declared.
[49 FR 48416, Dec. 12, 1984, added cffective Feb, 11, 1985]
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§ 1.606 Interference between an application and a
patent; subject matter of the interference.

Before an interference is declared between an application
and an uncxpircd patent, an cxamincr must determine that there
is interfering subject matter claimed in the application and the
patent which is patentable to the applicant subject to a judgment
in the interference. The interfering subject matter will be de-
fined by onc or more counts. Each count shall define a scparate
patentable invention, Any application must coniain, or be
amended to contain, at lcast onc claim which corresponds to
cachcount. Allclaims in the application and patent which define
the same patentable invention as a count shall be designated to
correspond to the count. At the time an interference is initially
declared (§ 1.611), a count shall not be narrower in scope than
any patent claim which corresponds to the count and any single
patent claim will be presumed, subject to a motion under §
1.633(c), not to contain scparate patentable inventions.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985

§ 1.607 Request by applicant for interference with patent,

(a) An applicant may scck to have an interference declared
between an application and an unexpired patent by,

(1) Identifying the patent,

(2) Presenting a proposcd count,

(3) Identifying at Icast onc claim in the patent corresponding
to the proposed count,

(4) Presenting at least one claim corresponding to the pro-
posed count or identifying at lcast one claim already pending in
his or her application that corresponds 1o the proposed count,
and, if any claim of the patent or appiication identified as
corresponding t¢ the proposed count docs not corresposid ¢x-
actly to the proposcd count, explaining why cach such claim
corresponds to the proposed count, and

(5) Applying the terms of any application claim

(i) Wdentificd as corresponding to the count and

(i) Not previously in the application to the disclosure of the
application,

(b) When an applicant sccks an interference with a patent,
cxamination of the application, including any appeal to the
Board, shall be conducted with special dispatch within the
Patent and Trademark Office. The examiner shall determine
whether there is interfering subject matter claimed in the appli-
cation and the patent which is patentable to the applicant subject
toajudgmentin an interference. If the examiner determines that
there is any interfering subject matter, an interference will be
declared. If the examiner determines that there isno interfering
subject matter, the examiner shall state the reasons why an
interference is not being declared and otherwise act on the
application,

(¢) When an applicant presents a claim which corresponds
¢xactly or substantially to a claim of a patent, the applicant shafl
identify the patentand the number of the patent claim, unless the
claim is presented in response (o a suggcstion by the cxaminer.
The examiner shall notify the Commissioner of any instance
where an applicant fails to identify the patent.

(d) A notice that an applicant is sccking to provoke an
interference with a patent will be placed in the file of the patent
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and acopy of the notice will be sent to the patentee. The identity
of the applicant will not be disclo$ed unless an interference is
declared. If a final decision is made not to declare an interfer-
cnce, a notice to thit effect will be placed in the patent file and
will be sent to the patentee.,

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985, para.
(a) amended 53 FR 23738, June 23, 1988, effective Sept. 12, 1988)

§ 1.608 Interference between an application and a
patent; prima facie showing by applicant.

(a) When the carlier of the filing date or effective filing date
of an application is threc months or less after the carlier of the
filing date or effective filing date of a patent, the applicant,
before an interference will be declared, shall file an affidavit
alleging that there is a basis upon which applicant is centitled 1o
a judgment relative to the patentee.

(b) When the carlicr of the filing date or the effective filing
datc of an application is more than threc months after the carlicr
of the filing date or the effective filing date under 35 U.S.C, 120
of a patent, the applicant, before an interference will be de-
clared, shall file (1) evidence which may consist of patents or
printed publications, other docunients, and onc or more affida-
vits which demonstrate that applicant is prima facie entitled 10
ajudgmentrelative 1o the patentec and (2) an explanation stating
wilh particularity the basis upon which the applicant is prima
facie entitled to the judgment. Where the basis upon which an
applicant is entitled o judgment relative 10 a patentee is priority
of invention, the cvidence shall include affidavits by the appli-
cant, if possible, and onc or more corroborating witnesses,
supported by documentary cvidence, if available, cach sciting
out afactual description of acts and circumstances performed or
observed by the affiant, which collectively would prima facie
catitle the applicant to judgment on priority with respect to the
carlier of the filing date or effective filing date of the patent, To
facilisate preparation of a record (§ 1.653 (g) and (h)) for final
hearing, an appficant should file affidavits on paper which is 8
1/2 x 11 inches (21.8 by 27.9 cm.). The significance of any
printed publication or other document which is self-authenticat-
ing within the meaning of Rule 902 of the Federal Rules of
Evidence or § 1.671(d) and any patent shall be discussed in an
affidavit or the explanation. Any printed publication or other
document which is not sclf-authenticating shall be authenti-
cated und discussed with particularity in an affidavit. Upon a
snowing of sufficient cause, an affidavit may be based on
information and belief, If an cxaminer finds an applicationtobe
incondition fordeclaration of an interference, the examiner will
consider the evidence and explanation only to the extent of
determining whether a basis upon which the application would
be entitled o a judgment relative o the patentee is alteged and,
if’ a basis is alleged, an interference may be declared.

|49 FR 48416, Dec, 12, 1984, added cffective Feb, i1, 1985]

§ 1.609 Preparation of interference papers by examiner.
When the examiner determines that an interference should
be declared, the examiner shall forward to the Board;
(@) All relevant application and patent files and
(h) A statement identifying:
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(1) The proposed count or counts;

(2) The claims of any application or patent which corre-
spond to cach count, stating whether the claims cosrespond
exactly or substantially to cach count;

(3) The claims in any application which are deemed by the
cxaminer to be paientable over any count; and

(4) Whether an applicant or patentee is entitled to the
benefit of the filing datc of an carlicr application and, if so,
sufficicnt information to identify the carlicr application.

[49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985)

§ 1.610 Assignment of interference to examiner-in-chief,
time period for completing interference.

() Each interference will be declared by an examiner-in-
chicf who may enter all interlocutory orders in the interference,
cxcept that only a pancl consisting of at least three members of
the Board shall (1) hear oral argument at final hearing, (2) enter
a decision under §§ 1.617, 1.640(c) or (¢), 1.652, 1.656(i) or
1.658 or (3) enter any other order which terminates the interfer-
cnee.

(b) As nccessary, another examiner-in-chicf may act in
placeof the one who declared the interference. Unlessotherwise
provided in this section, at the discretion of the examiner-in-
chicef assigned to the interference, a panel consisting of two or
more members of the Board may enter interlocutory orders,

(¢) Unless otherwise provided in this subpart, times for
taking action by a party in the interference will be set on a case-
by-case hasis by the cxaminer-in-chicf assigned to the interfer-
ence. Times for taking action shall be set and the examiner-in-
chief shall exercise control over the interference such that the
pendency of the interference before the Board does notnormally
exceed two years,

(d) An examiner-in-chief may hold a conference with the
partics to consider: (1) Simplification of any issues, (2) the
necessity or desirability of amendments o counts, (3) the
possibility of obtaining admissions of fact and genuineness of
documents which will avoid unnecessary proof, (4) any limita-
tions on the pumber of expert witnesses, (5) the time and place
for conducting a deposition (§ 1.673(g)), and (6) any other
matter as may aid in the disposition of the interference. After a
conference, the examiner-in-chiel may cnter any order which
may be appropriatc,

(¢) The examiner-in-chief may determine a propercourse of
conduct in an interference for any siwation not specifically
covered by this part.

{49 FR 48416, Dec. 12, 1984, added cffective Feb, 11, 1985)

¢ 1.611  Declaration of interference,

(a) Notice of declaration of an interference will be sent 1o
cach party,

(b) Whena notice of declaration is returned 10 the Patent and
Trademark Office undelivered, or in any other circumstance
where appropriate, an examiner-in~chief may (1) send a copy of
the notice (0 a piatentce named in a patent involved in an
interference or the patentee’s assignee of record in the Patent
and Trademark Office or (2) order publication of an appropriate
notice in the Official Gazette,
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(¢) The notice of declaration shall specify;

(1) The name and residence of cach party involved in the
interference,

(2) The nameand address of record of any attorney oragent
of record in any application or patent involved in the interier-
ence;

(3) The name of any assignee of record in the Patent and
Trademark Office;

(4) Theidentity of any application or patentinvolved in the
interference;

(5) Where a party is accorded the benefit of the filing date
ol an carlicr application, the identity of the carlicr application;

(6) The count or counts;

(7) The claim or claims of any application or any patent
which correspond to cach count; and

(8) The order of the partics.

(d) The notice of declaration may also specify the time for:
(1) Filing a preliminary statement as provided in § 1,621(a); (2)
serving notice that a preliminary statement has been filed as
provided in § 1.621(b); and (3) filing preliminary motions
authorized by § 1.633, oppositions to the motions, and replies o
the oppositions,

(¢) Notice may be given in the Official Gazette that an
interference has been declared involving a patent.

|49 FR 48416, Dec, 12, 1984, elfective Feb. 11, 1985; 50 FR
23123, May 31, 1985, |

§ 1612 Access to applications,

(a) After an interference is declared, each party shall have
access 1o and may obtain copics of the files of any application
set out in the notice declaring the interference, except for
affidavits filed under § 1.131 and any evidence and explanation
under § 1608 filed separate from an amendment. A parly
secking access 16 any abandoned or pending application re-
ferred 10 in the opposing party s involved application or access
10 any pending application referred 1o in the opposing party's
patent must file a motion under § 1.635,

(b) After preliminary motions under § 1.633 are decided (§
1.640(b)), cach party shatl have access 10 and may obtain copics
of any affidavit liled under § 1,131 and any cvidence and
explanation filed under § 1.608 in any application set out in the
notice declaring the interference.,

(¢) Any cvidence and explanation filed under § 1,608 in the
file of any application identified in the notice declaring the
interference shall be served when required by § 1.617(b).

(d) The partics atany time may agree {0 exchange copies of
papers in the files of any application identified in the notice
declaring the interference.

(49 FR 48416, Dec. 12, 1984, eflective Feb, 11, 1985; 50 I'R
23124, May 31, 198S; para. (a) amended 53 FR 237385, June 23, 1988,
effective Sept. 12, 1988

§ 1613 Lend attorney, sume attorney representing
different parties in an inferference, withdrawal
of attorney or apent,

(@) Each party may he required to designate one atiorney or
agent of record as the lead attorney or agent,
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(b) The same attorney or agent or members of the same tum
of ALorneys oF AECHLs MLy NOE Fepresent 1Wo OF More parkies in
an interference exeept as may be permitied in this Chapter.

(¢) An cxaminer-in-chief may make necessary inquiry fo
determine whether an attorney or agent should be disguaditied
rom represeating a party in aa interference. I an examiner-in-
chicf is of the opinion that an attorney or agent should be
disqualified, the examiner-in-chief shall refer the matier to the
Commissioner, The Commissioner will make a final decision as
o whether any auomey or agent should be disqualiticd.

(d) No atomey or agent of record in an interference may
withdraw as attorney or agent of record except with the approval
of an examiner-in-chief and after reasonable notice to the party
on whose hehalf the attorney or agent has appeared. A request
10 withdraw as attorney or agent, of record in an interference
shall be made by motion (§ 1.635).

149 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985]

§ L.614 Jurisdiction over interference,

() The Board shall assume jurisdiction over an interference
when the interference is declared under § 1.611,

() When the interference is declared the interference is o
contested case within the meaning of 35 U.8.C. 24,

(c¢) The examiner shall have jurisdiction over any pending
application untit the interference is declared. An examiner-in-
chief, where appropriate, may for a limited purpose restore
jurisdiction to the examiner over any application involved in the
interfercnce,

149 FR 48416, Dec, 12, 1984, added effective Feb, 11, 1985)

§ 1L.615 Suspension of ex parte prosecution,

(® When an interference is declared, ex parte prosecution
of an application involved in the interference is suspended.
Amendments and other papers related (o the application re-
ceived during penrdency of the interference will not he entered
or considered in the interference without the consent of an
examiner-in-chicf,

(b) Ex parte prosceution as to specified matters may he
continucd concurrently with the interference with consent ol the
examiner-in-chicf,

(49 FR 48416, Dyec. 12, 1984, added efTective Feb, 11, 1985; SO FR
23124, May 31, 1985

§ Lo16 Sanctions for failure to comply with rules or order.

Anexaminer-in-chief or the Board may impose an appropri-
ate sanction against a party who fails 10 comply with the
regulations of this partor any order entered by an examiner-in-
chicf or the Board, An appropriate sanction may include among
others entry of an order;

(n) Holding certain facts to have been established in the
inerference;

(b) Precluding aparty from filing a motion or a preliminary
statement;

(¢) Precluding a party from presenting or contesting i par-
ticular issuc;

(d) Precluding a party from requesting, obtaining, oroppos-
ing discovery; or
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() Grranting judgment in the interference.
[HOFR A4 16, Dee, 12, 1984, added effective Feb, 11, 1985, 50 'R
JA4, May 3, 1985]

§ Lo17 Sunumary judgment against applicant,

() Anexaminer-in-chief shatl seview any evidence filed by
an applicant under § 1.608(b) to determing if the applicant is
prima fucie entitled 1o o judgment relative to the patentee. If the
examiner-in-chief determines thatthe evidence shows the appli-
cantis prima fucie entitled W ajudgment relative to the patentes,
the ingerference shall proceed in the normal manner under the
eegulations of this part, 1 inthe opinion of the examiner-in-chiel
the evidence fails (o show that the applicant is prima fucie
entitted oo judgment relative 1o the: patemee, ihe examiner-in-
chict shall, concurrently with the notice declaring the interfer-
ence, enter an order stting the reasons for the opinion and
directing the applicant, within a time set in the order, 1o show
cause why summary judgmeit should not be entered againsi the
apphicant,

() “Fhie applicant may file a response 0 the order and state
nny reasons why sununary judgment should not be entered. Any
request by the applicant for o hearing before the Board shall be
made in (the response, Additional evidence shall rot be pre-
sented by the applicant or considered by the Board unless the
applicant shows good canse why any additional evidence was
not inifindly presented with the evidence filed under § 1.608(b),
At the time an applicant files a response, the applicamt shall
serve a copy of any evidence filed under § 1.608(h) and (his
paragraph,

() I o response is sot timely filed by the applicant, the
Board shall enter a final decision granting summary judgment
against the applicant.

() I o response is timely filed by the applicant, all oppo-
nents may file a seilement within a time set by the examiner-in-
chiel, The statement may set forth views as (0 why summary
judgment shoutd be granted against the applicant, but the
statement shatl be limited o discussing why all the evidence
presctited by (e applicant does not overcome the reasons given
by the examiner-in-chief for issuing (he order o show ¢ause,
Evidence shall not be filed by any opponent. An opponent may
not sequest a bearing.

(¢} Within a time authorized by the examinee-in-chicl, an
applicant may file a reply 0 any statement filed by any oppo-
nent,

(1) When more than two parties are involved in an interfer-
ence, allparties may participaice in summary judgment proceed-
ings under this seetion,

() IF & response by the applicant is timely filed, the exam-
iner-in-chiet or the Bourd shall decide whether the evidenee
submitted under § LOOB(D) and any additional evidence prop-
erly submitiedymder paragraph (b) of this section shows tha the
applicant is prima facie entitded o a judgment relative to the
patentee. W the applicant is not prima facie eatitled (o a judg-
ment refative to the patentee, the Board shall enter o final
decision granting summary jndgment against the applicant,
Orherwise, an interfocntory order shall be entered authorizing
the agerference o proceed in the normal manner ander the

Rev, 11, Nov, 1989

MANUAL OF PATENT EXAMINING PROCEDURE

regulations of this subpart.

(h) Oaly an applicant who filed evidence under § 1.608(b)
may reguest o hearing, 1 that applicant requests a hearing, the
Board may hold a hearing prior to entry of o decision under
parageaph (g) of this section. The examiner-in-chicf shall sct a
date and time for the hearing, Unless otherwise ordered by the
cxaminer-in-chicf or the Board, the applicant and any opponent
will cach be entitled to no more than 30 minutes of oral argument
at the hearing,

49 FR AB416, Dee, 12,1984, added effective Feb. 1], 1985; 50 FR
23124, May 31, 1985]

§ LIS Return of unauthorized papers.

(@) The Patent and Trademark Office shall return 10 o party
any paper presented by the party when the filing of the paper is
notauthorized by, oris not in compliance with the requirements
of, this subpart. Any paper retrned will not thereafier be con-
sidered by the Patentand Trademark Office in the interference,
A party may be permitted 1o file o corrected paper under such
conditions as may be deemed appropriate by an examiner-in-
chief,

(b) When presenting a paper in an interference, o party shall
not submie with the paper a copy of a paper previousty filed in
the interference.

(49 FR 48416, Doec, 12, 1984, added effective Feb, 11, 1985]

§ Lo21 Preliminary statement, thme for (iting, notice of
fiting,

(@) Within the time set for filing preliminary motions under
§ 1633, cach party may file a preliminary statement, The
prediminary statement may be signed by any individunl having
knowledge of thie facts recited therein or by an attorney or ngent
of record,

(0 When a party files a preliminary statement, (he party
shall also simuliancously file and serve on all opponents in the
micrference a notice stating that & preliminary statement has
been filed. A copy of the preliminary statement need not be
served until ordered by the examiner-in-chief,

(A9 FR 48416, Dee. 12, 1984, udded eoffective Feb, 11, 1988; S0 FR
23124, May 31, 1985]

§ L.622 Prelimingry statement, who made invention,
where invention made.
(a) A party s preliminary statement must identify the inven-
tor whomade the invention defined by cach count snd must state

on behalt of the inventor the facts required by paragraph (n) of

§§ 1,623, 1.624, and 1,625 as may be appropriste. When an
inventor identificd in the preliminary sintement is not an inven-
tor named in the party's application or patent, the party shall file
a motion under § 1.634 10 correct inventorship.

(b) The preliminary statement shall state whether the inven-
tion was made in the United States orabroad, Hmade abroad, the
preliminary statement shall state whether the party is entitled to
the benefit of the second sentence of 35 U1.S.C. 104,

(19 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985]
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§ 1.623 Preliminary statenient; invention muade in United
Stutes.

(0) When the inveation was made in the United States or a
party is entitled to the benelit of the second sentence of 35
U.S.C. 104, the preliminary statement must state the following
{acts as Lo the invention defined by cach count:

(1) Thedate on which the first drawing of the invention was
made,

(2) The date on which the first written description of the
invention was made,

(3) The date on which the invention was first disclosed by
the inventor o another person,

(4) ‘The date on which the invention was first conceived by
the inventor,

(5) The date on which the invention was lirst actually
reduced to practice. If the invention was notactually reduced o
practice by or on behat{ of the inventor prior to the party’s filing
dute, the preliminary statement shall so state,

(6) The date after the inventor's conception of the inven-
tion when active exercise of reasonable ditigence toward reduie-
ing tha invention o practice began,

() If o party intends (o prove derivation, the preliminary
statement must also comply with § 1,625,

(¢) When a party alleges under paragraph (a)(1) of this
sectionthat a drawing was made, acopy of the first drawing shall
be filed with and identified in the preliminacy statement. When
4 purty offeges under paragraph (a)(2) of this section that a
written description of the invention was made, ¢ copy of the first
written description shall be filed with and identified in the
preliminary sttement. Sce § 1.628(b) when a copy of the Liest
drawing or wrilten description cannedt be fifed with the prelimi-
ngry statement,

149 FR 48416, Doc, 12, 1984, added effective Fob, 11, {985

§ 1.624 Preliminary statement; invention made abroad,

(0) Whenthe invention was made abroud and a party intends
(o rely on introduction of the invention into the United States,
the preliminary statement mast state the following facts as to the
invesntion defined by each count.

(1) The date on which a drawing of the invention was first
introduced into the United States.

(2) The date on which a written deseription of the invention

as first introduced into the United States.

(3) The date on which the invention was first disclosed to
another person in the United States.

(4) The dute on which the inventos’s conception of e
invention was first introduced into the United States,

(5) The date on which an actual reduction to practice of the
inveniion was Girstintroduced into the United States, i anactunl
reduction to practice of the invention was notintroduced into the
United States, the preliminary amendment shall so state.

(6} The date sfter introduction of the inventor’s conception
into the United States when active exercise of reasonable
diligence in the United States toward reducing the invention 1o
practice began,

(b) Ha party intends to prove derivation, the preliminary
statement must also comply with § 1,625,
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(¢) When a party alteges under paragraph a1 ot this
section that a drawing was introduced into the United States a
copy of that drawing shall be filed with and identitied in the
prefiminary statement. When a party alleges under paragraph
()(2) of this scetion that 3 writien description of the invention
was introduced into the United States o copy of that written
description shall be filed with and identified in the preliminary
statement. Sce § 1.628(b) when a copy of the first drawing or
first written description introduced in the United States cannot
be filed with the preliminary statement,

149 FR 48416, Dee, 12, 1984, added elfective Feb. 11, 1985, SO FR
23124, May 31, 1985)

§ 1.625 Preliminary statewient; devivation by an
opponent.

(2) When the invention was made in the United States or
abroad and a party intends to prove derivation by an opponent
from the party, the preliminary statement must state the follow-
ing as (o the invention defined by cach connt:

(1) The name of the opponent.

(2) The date on which the fiest drawing of the invention was
madie,

(3) The date on which the first written deseription of the
invention was made.

(4) The date on which the invention was first disclosed by
the inventor to another person,

(5) The date on which the invention was first conceived by
the inventor,

(6) The date on which the invention was first communi-
cated to the opponent.

(b) If a party intends to prove priority, the preliminary
stagement must also comply with § 1.623 or § 1.624.

(c) When a party alleges under paragraph (a)}2) of this
seetion thata drawing was made, acopy of the first drawing shali
be filed with and identified in the preliminary statement. When
o party alleges under paragraph (a)(3) of this section that a
written description of the invention was made, a copy of the first
wrigten description shall be filed with and identified in the
preliminary statement. Sec § 1.628(b) when a first drawing or
first written description cannot be filed with the preliminary
statement.

149 FR d8416, Doec, 12, 1984, added effective Feb. 11,1983)

§ 1,626 Preliminary staicment; cavlier application,

When a party does notintend to present evidence to prove ¢
conception or an actual reduction to practice and the party
intends to rely solely on the filing date of an earfier application
filed in the United States or ghroad to prove a constructive
reductionto practice, the preliminary statement may so state and
identify the carlier application with particularity,

[49 FR 48416, Dec., 12, 1984, added effective Feb, 11, 1985)

§ 1627 Preliminary statement, sealing before filing,
opering of statement,
(o) The preliminary statement and copics of any drawing or
written description shall be filed in a sealed envelope bearing
only the name of the party filing the statementand the style (e.g.,
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Jones v, Smith) and number of the interference. The sealed
envelope should contain only the preliminary statement and
copies of any drawing or written description, 1 the preliminary
statement is filed through the mail, the seated envelope should
be enclosed inanowtcrenvelope addressed tothe Commissioner
of Patents and Trademarks in accordance with § 1,1(e),

(0 A preliminary statement may be opened only at the
direction of an cxaminer-in-chicf,

(49 FRABALG, Dec. 12, 1984, added elfective Feb, 11, 1985]

§ L6288 Preliminary stntement, corrvection of ervor,

() A material erroracising through inadvertence or mistake
in connection with (1) a preliminary statement or (2) drawings
or o written description submitted therewith or omitted there-
frotm, may he corrected by a motion (§ 1.635) for leave to file o
corrected stalement. The motion shall be supported by an
affidavit and shail show that the correction is essential to the
ends of justice and shall be accompanied by the correeted
statement, The maotion shall be filed as soon as praciical afier
discovery of the error,

() When a party cannot attach & copy of a drawing or o
wrilten description 1o the party’s preliminary statement as
required by §8§ 1.623(¢), 1.624(c), or 1.625(¢), the party (1) shall
show good cause and explain in the preliinaey statement why
ncopy of the drawing or written description cannot be atiachicd
1o the preliminary statement and (2) shall attach 1o the prelimi-
nary statement the eacliest drawing or written description made
in or infroduced into the United States which is available. The
party shall file & motion (§ 1.635) 1o amend its preliminary
statement prompily after the firstdrawing . first writlen deserip-
tion, or drawing or written description first introduced into the
United States becomes availubie. A copy of the denwing or
written description may be obiained, where appropeiate, by o
motion (8 1.635) for additional discovery under § 1.687 or
during a testimony period,

(49 FR 48416, Dec, 12, 1984, added effeative Feb, 11, 1985}

§ £.629 Effect of preliminary statement,

(W A party shall he strictly held to any date alleged in the
preliminary statlement, Doubts as to (1) definiteness or suffi-
ciency of any allegation in o preliminary sintement or (2)
compliance with formal requirements will be resolved against
the party filing the stagement by restricting the party to the eartier
ol s Oling date or elfective tiling date or 1o the Lest date of a
period atleged in the preliminary statement as may he appropri-
ate, A party may not correct o preliminary sttement ¢xeept a8
provided in § 1,628,

(I Evidence which shows thatan act alleged in the prefimi-
nary statementoceurved prior 1o the date afleged in the statement
shalf establish only that the act occurred as eaely as the dage
alleged in the statement,

(©) Waparty does not file a preliminary statement, the party:

(1) Shall be restricted 1o the easlier of the party's filing date
or effective filing dite and

(2 Will not be permitied (o prove that;

(1 ‘The party made the invention prios to the pasty’'s filing,
date or
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(i1) Any opponent derived the invention from the party.

() g party fites a preliminary statement which contains an
alfegation of a date of first deawing or first written deseription
and the party does not fite a copy of the first drawing or written
description with the preliminary statement as reguired by §
1.623(¢), § 1.624(c), or § 1.625(c), the party will be restricted
10 the carlier of the party’s filing date or effective filing date as
(o that allegation unless the party complies with § 1.628(b). The
content of any drawing or writlen description submitted with a
preliminary statement witl not normally be evaluated or consid-
cred by the Boaed,

(©) Apreliminary statement shall not be used as evidence on
behalf of (the party filing the statement,

(49 TR 48416, Dec, 12, 1984, added effectve Feb, 11, 1985]

§ 1630 Reliance on envlier npplication,

A party shall not be entitied to rely on the liling date of an
carlicrapplication filed in the United States or abroad unless (n)
the carlier application is identitied (8 1.61 1 X3)) in the notice
declaring, the interference or (b) the party files a preliminary
moton under § 1633 seeking the benefitof the filing date ol the
carlier application,

149 1 AR L6, Do, 12, 1984, udded offective Feb, 11, 1985)

§ Lol Access to prethminary statement, service of
prefiminary stntement,

(1) Unless otherwise ordered by an examiner-in=chief, con-
currently with entry of o decision by the examiner-in-chiet on
preliminary motions filed unider § 1633, any preliminary state-
ment fited under § 1,62 1(a) shall be opened w inspection by the
sendor party and any janior party who filed o prefimvinary
statement, Wiihin a time set by the examiner-in-chief, a party
shallserve acopy ofits preliminary staiementon each opponent
who served oo notice under § 1.621(h).

(M) A junior party who does not file a preliminary statement
shall not have aceess o the preliminary stiement of any other
party.

(¢) I an interlerence is terminated belore the prelimingry
statements have been opened, the preliminary staiements will
remain sealed snd will be returned to the respective parties who
submitied the statements,

[49 PR 48416, Dec, 12, 1984, added offective Feb, 11, 1985; 50 FR
23124, May 3, 1985]

§ 1632 Notice of intent to argue nbandonment,
suppression or concenhment by opponent,

A notice shatl he filed by a party who intends (o argue that
an opponent has abandoned, suppressed or concealed an actunl
reduction o practice (35 U.S.CL102(). A party will not be
peraitted o argue abandonment, suppression, or conecalment
hy an opponent unless the notice is tmely filed.  Unless
authorized otherwise by anexaminer-in-chief, anotice is timely
when liled within ten (1) days ol the close of the testimony -in-
chiel of the opponeru,

(49 FR a84 16, Dee, 12, 1984, added effective Feb, 11, 1985)
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§ L6} Preliminary motions.

A party may file the following preliminary motions:

(0) A motion for judgment on the ground that an opponent s
claimcorresponding toa count is not patcntable 1o the opponent,
Indetermining 2 motion filed under this paragraph, a claim may
he canstracd by reference to the prior art of record, A motion
under this paragraph shall not be based on: (1) Priority of
invention of the subject magter of a count by the moving party
as against any opponent or (2) derivation of the subject matier
of'acount by anopponent from the moving party. See § 1.637(n).

(b) A motion for judgment on the ground that there is no
interference-in-fact, A motion under this paragraph is proper
only if: (1) The interference involves a design application or
patent or a plant application or patent or (2) no clainmy of a party
which corresponds 1o a count is identical to any claim of an
opponent which corresponds to that count, Sec § 1.637(n).

(¢) A motion to redefine the interfering subjectmatter by (1)
adding or substituting a count, (2) amending an application
¢laim corresponding 10 a count or adding a claim in the moving
party's applicavion tobe designated to correspond W a count, (3)
designating an application or pagent ¢laim 1o correspond 10 a
count, (4) designating an application or pistest claim as not
coreesponding o acount, or (8) requiring an opponent who is an
applicant to add aclaim and o designate the ¢laim o correspond
to acount. Sce § 1.637(n) and (¢).

() A maotion 1o substitwe adifferent application owned by
a party for an application involved in the interference. See §

1.637(n) and ().

(¢) A motion to declare an additional imerference (1)
between an additional application not involved in the interfer-
ence and owned by a party and an opponent's application or
patent involved in the interference or (2) when an interference
involvesthree or more parties, between less than all applications
and any pateatinvolved in the interference. See § 1.637 () and
©).

(Y A motion to be accorded the benefitof the filing date of
an carlier application filed in the United States or abroad. Sce
§ 1.637 (@) and (D).

() A motion to atack the benefit necorded an opponent in
the notice declaring the interference of the filing date of an
carlicr application filed in the United States or abroad. Sce §
1,637 (@) and ().

(h) When a patent is involved in an interference and the
patentee has on file or files an application for reissue under §
L 171, amotion to add the application for reissue (o the interfer-
ence. See § 1.637(0) and (h).

(1) Whenamotion is filed under paragraph (a), (b), or (g) of
this section, an opponent, in addition 1o opposing the motion,
may fileamotionto redefine the interfering subject matter under
paragraph (¢) of this seetion or amaotion to substitute a different
application ander parageaph (d) of this section,

() When a motion is filed uader paragraph (¢)(1) of this
section an opponent, in addition to opposing the motion, may
file a motion for benefit under parageaph (1) of this section as 10
the count to he added or substituted,

{49 PR AR 6, Dec, 12, 1984, added effective Feb, 11, 1985; SOFR
23124, May 31, 1985]
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§ L6334 Motion to correet inventorship,

A party may file 0 motion o (@) amend s application
involved in an interterence (o correet inventorship as provided
by § 148 or (b) correct inventorship of its patent involved inan
iterference as provided in § 1,324, Sce § 1.637().

(49 FRARA16, Dec. 12, 1984, added effective Feb, 11, 1985}

§ L.635 Miscelinneous inotions,

A party secking entry of am order relnting to any matter other
than a matter which may be raised under § 1,633 or 1,634 may
{ile a motion requesting ety of the order, Seo § 1.637 () and
(M.

49 FRARAL6, Dec. 12, 1984, added effective Feb, 11, 1985)

§ 1.636 Motions, time for filing.

() A preliminary motion under § 1,633 () through (h) shall
be filed within a time period set by an examiner-in-chief,

(M A preliminary motion under § 1,633 (1) or () shall be
filed within 20 days of the service of the preliminary motion
vnder § LOX3 (), (b), (©)(1), or (8) unless otherwise ordered by
an examiner-in=chief,

©) Amotion under § 1,634 shall be ditigendy filed after an
crrorisdiscoverad in the inventorshipofanapplication or pateni
involved in an interference unless otherwise ordered by an
examiner-in-chicet,

() Amotion under § 1,635 shall be filed as specificd in thiy
subpart or when approprigie unless otherwise ordered by an
examiner-in-chief,

PO ER ARA16, Dee. 12, 1984, ndded effective Feb, 11, 19RS; SOFR
23124, May 2, 1985 |

§ 1.637 Coutent of motions,

() Bvery motion shall inchude (1) a statement ol the precise
relief reguested, (2) a statement of the material facts in support
of the motion, and (3) a full statement of the reasons why the
reliel requested should he granted,

(b) Anmotionunder § 1,635 shall containa certificate by the
moving party stating that the moving party has confereed with
all opposing parties in an effort in good faith o resolve by
agreement the issues raised by the motion. A moving party shatl
indicate in the motion whether any other party plans (o oppose
the motion, The provisions of this paragraph do not apply 10 a
motion 1o suppress evidence (( § 1.656(h)).

(©) A preliminary motionunder § 1.633(c) shall explain why
the interfering subject matter should be redefined.

(D A pretiminaey motion seeking to add or substituie a
count shall:

(i) Propose cach count 1o be added or substituted.

(i) When the moving party is an applicant, show the pat-
entability 1o the applicant of all claims in, or proposed © be
added 10, the party's application which correspond 1o cach
proposcd countand apply the terms of the claims (o the idisclo-
sure of the party's application; when necessary a moving party
applicant shall file with the motion an amendment adding any
proposed claim to the application,

(i) ldentify all claims inan opponent*sapplication which
shoukd he designated tocorrespond to cach proposed count; if an
opponent’s application does not contain such g claim, the
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maoving party shall propose a claim to be added o the
opponent’s application, The moving party shall show the pat-
entability of any proposed claims to the opponent and apply the
terms of the claims o the disclosure of the opponeat’s applica-
tion,

(iv) Designate the claims of any patent involved in the
interference which define the same patentable invention as cach
proposed count,

(v) Show that cach proposed count defines o separate pit-
entable invention from cvery other count in the interference.

(vi) B¢ accompanied by a motion under § 1.633(f)
requesting the benelitof the filing date of any carlicr application
fited in the United States or abroad.

(2) A pretiminary motion secking 10 amend an application
claim corresponding to a count or adding a claim 1o be desig-
nated 1o correspond to a count shall:

() Propose an amended or added clain,

(i) Show that the proposed or added claim defines the
saime patentable invention as the count,

(ii)) Show the patentability o the applicant of cach
anmended or added claim and apply the terms of the amended or
addedclaim to the disclosure of the application; when necessary
a moving party applicant shall file with the motion an amend-
ment making the ameaded or added claim to the application,

(iv) Be accompanicd by a motion under § 1.633(D
requesting the benefitof the filing date of any carlier application
filed i the United States or abroad.

(3) A preliminary motion seeking to designate an applica-
tion or patent claim o correspond 10 a count shall:

(i) ldentify the claim and the count,

(i) Show the claim defines the same patentable invention
as the connt,

(iit) Be nccompanicd by amotion under § 1.633(1) request-
ing the benelit of the filing duic of any earlicr application filed
in the United States or abrond.

{4) A preliminary motion secking to designate an applica-
tion or pateni claim as not corresponding (0 a count shall;

(iy ldentity the claim and the count,

(1)) Show the claim does pot define the same patentable
invention as any other claim designated in the notice declaring
the interference as corresponding o the count.

(5) A preliminary motion seeking 1o require an opponent
wha is an applicant 1o add a claim and designate the claim as
corresponding to a count shall:

(1) Proposc a clain 1o be added by the opponent.

(iiy Show the patentability to the opponent of the claim and
apprty the e of the claim to the disclosure of the opponent’s
application,

(i) ldentify the count to which the claim shall be
desigrted to correspond,

(iv) Show the claim defines die same patentable invention
as the count 10 which it will be designated to correspond.

A preliminary motion under § 1.633(d) to substitute a
difterent application shall:

(1) Identify the different application.,

(1) Certify thata complete copy of the file of the different
application, exceptfordocuments fited under § 1131 or § 1.608,
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has been served on all opponents.

(3) Show the patentability o the applicant of all claims in,
or proposcd to be added (o, the dilferent application which cor-
respond 1o cach count and apply the terms of the claims to the
disclosure of the different application; when necessary the
applicant shall file with the motion an amendment adding a
claim o the different application,

(4) Beaccompanicd by a motion under § 1.633(f) request-
ing the benefitof the filing date of an carlicr application filed in
the United States or abroad.

(c) A preliminary motion to declare an additional interfer-
ence under § 1.633(c) shall exploin why an additional interfer-
CNCC IS necessary.

(1) When the preliminary motion seeks an additional inter-
ference under § 1.633(¢)(1), the motion shall:

(i) ldentify the additional application,

(ii) Certify thatacomplete copy of the file of the additional
application, except for documents filed under § 1. 131 or § 1.608,
has been served on all opponents,

(iii) Propose a count for the additional interference,

(iv) Show the patentability to the applicant of all claims in,
or proposed to be added to, the additional application which
correspond to cach proposed count for the additional interfer-
ence and apply the terms of the claims to the disclosure of the
additional application; when necessary the applicant shall file
with the motion an amendment adding any claim to the addi-
tional application,

(v) When the opponent is an applicant, show the patenta-
bility o the opponent of any claims in, or proposed 10 be added
to, the opponent’s application which correspond to the proposed
count and apply the terms of the claims 1o the disclosure of the
opponent’s application,

(vi) Identify all claims in the opponent’s application or
patent which should be designated to correspond to cach pro-
posed count; if the opponent's application does not contain any
such claim, the motion shall propose a claim to be added (o the
opponent's application,

(vii) Show that each proposed count for the additional
interference defines a separate patentable invention from all
counts of the interference in which the motion is filed.

(viii) Be accompanicd by a motion under § 1,633(1) re-
questing the benefit of the filing date of an carlier application
filed in the United States or abroad,

(2) When the preliminary motion secks an additional inter-
ference under § 1.633(¢)(2), the motion shall:

(i) Identify any application or patent to be involved in the
additional interference,

(i) Propose a count for the additional interference.

(i) When the moving party is an applicant, show the
patentability to the applicant of all claims in, or proposed to be
added to, the party's application which correspond 10 cach
proposced count and apply the terms of the claims to the disclo-
sure of the party’s application; when necessary a moving party
applicant shall file with the motion an amendment adding any
proposcd claim to the application,

(iv) [Identify ol claims in any opponent’s application
which should be designated to correspond o each proposed
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count; if an opponent’s application does not confain such a
claim, the moving party shall propose a claim o be added to the
opponent’s application, The moving party shall show the pat-
entability of any proposed claim to the opponent and apply the
terms of the claim to the disclosure of the opponent’s applica-
tion,

(v) Designate the claims of any patent involved in the
interference which define the sume patentable invention as cach
proposed count,

(vi) Show that cach proposed count for the additional
interference defines a separate patentable invention from all
counts in the interference in which the motion is filed.

(vii) Be accompanicd by a motion under § 1.633(f) re-
questing the benefit of the filing date of an carlier application
filed in the United States or abroad.

(0 A preliminary motion for benefitunder § 1.633(0) shail:

(1) Identify the carlier application,

(2) When the carlicr application is an application filed in
the United States, certify thata complete copy of the file of the
carlicr application, except for documents filed under § 1131 or
§ 1,608, has been served on all opponeats. When the carlier

application is an application filed abroad, certify that a copy of
the application filed abroad has been served onall opponents, If

the carlier application filed abroad is notin English, the require-
ments of § 1.647 must also be met,

(3) Show that the carlicr application constitutes a construc-
tive reduction to practice of cach count,

(g) A preliminary motion to attack benefit under § 1.633(g)
shall explain, as to cacli count, why an opponent should not be
accorded the benefit of the liling date of the carlier application,

(h) A preliminary motion (o add an application for reissuc
under § 1.633(h) shall:

(1) identify the application for reissuc,

(2) Certify thatacomplete copy of the file of the application
for reissue has been served on all opponents.

(3) Show the patentability of all claims in, or proposcd 10
be added 1o, the application for reissuc which correspord 1o cach
count and apply the werms of the claims to the disclosure of the
application for reissue; when necessary a moving applicant for
reissuc shall file with the motion an amendment adding any
proposed claim 1o the application for reissuc,

(4) Beaccompaniced by a motion under § 1.633(6) request-
ing the benefitof the filing date of an cartier application filed in
the United States or abroad,

{49 FR 48416, Dee. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985; para. (e)(1Xvi) revised 53 FR 23735, June 23,
1988, effective Sepr. 12, 1988]

§ 1.638 Opposition and veply, time for filing opposition
aund reply,

(1) Unless otherwise ordered by an examiner-in-chief, any
opposition (o any motion shall be filed within 20 days after
service of the motion.  An opposition shall (1} idemtify any
material fact set forth in the motion which is in dispute and (2
inclhidc an argument why the reliel requested in the motion
should be denied.

(M) Unless otherwise ordered by an examinee-in-chief, a
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reply shall be filed within 15 days after service of the opposition,
A reply shall be directed only (o new points raised in the oppo-
sition,

149 R 48416, Dec, 12, 1984, added effective Feb, 11, 1985]

§ L.639 KEvidence in support of motion, opposition, or
reply.

() Proof of any material fact alleged in a motion, opposi-
tion, or reply must be filed and served with the motion, opposi-
tiogy, or reply unless the proof relied upon is part of the interfer-
ence file or the file of any patent or application involved in the
interference or any carlier application filed in the United States
of which a party has been accorded or seeks o be accorded
benefit.

(b) Proofmay be in the form of patents, printed publications,
and affidavits.

(¢) When a party believes the testimony is necessary 0
support or oppose a preliminary motion under § 1.633 or a
motion 10 correct inventorship under § 1.634, the party shatl
describe the nature of the testimony needed. 1f the examiner-in-
¢hief finds that testimony is needed to decide the motion, the
examiner-in-chiel may grant appropriate interlocutory relief
and enter an order authorizing the taking of testimony and
deferring a decision on the motion to final hearing,

149 ER 48416, Dec, 12, 1984, added effective Feb, 11, 1985]

§ 1.640 Motions, hearing and decision, redeclivation of
interference, order to show cause.

(0) A hearing on a motion may be hield in the discretion of
the examiner-in-chief, The examiner-in-chict shatl set the date
and time for any hearing, The length of oral argument at a
hearing on a motion is a matter within the discretion of the
cxaminer-in-chiel. An examiner-in-chicf may direct that a
hearing take place by telephone,

(1) Motions will be decided by an examiner-in-chief, An
examiner-in-chiel may consult with an examiner in deciding
motions involving a question of patentability. An examiner-in-
chief may grant or deny any motion or take such other action
which will secure the just, speedy, and inexpensive determing-
tion of the interference,

(1) When preliminary motions nnder § 1.633 are decided,
the examiner-in-chief will, when necessary, seta time for filing
any amendment to an application involved in the interference
and for filing a supplemental preliminary statement as to any
new counts involved in the interference. Failure or réfusal of o
party to timely present an amendment required by an examiner-
in-chief shall be taken without further action as a disclaimer by
that party of the invention involved. A supplemental prelimi-
nary statement shall meet the requirements specified in § 1.623,
§ 1.624, 8 1.625,0r § 1.626, but need not be filed ifa party states
that it intends o rely ona preliminary statement previously filed
under § 1.621(a). After the time expires for filing any amend-
mentand suppleracntal preliminary statement, the examiner-in-
chiel will, if necessary, redeclare the interference.,

(2) Afteradecision is entered on preliminary motions filed
under § 1,633, a further motion under § 1,633 will not be
considered except as provided by § 1.655(b).
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(¢} When adecision on any motion under § 1.633, § 1.634,
or § 1,635 is entered which does not result in the issuance of an
order (o show cause under paragraph () of this scection, & party
miay lile a request for reconsideration within 14 days after the
date of the decision, The filing of a request for reconsideration
will notstay any time period sct by the decision. The request for
reconsideration shall specify with particularity the points be-
lieved to have been misapprehended or overlooked in rendering
thedecision, Noopposition toa request for reconsideration shall
be filed unless requested by an examiner-in-chicf or the Board,
A decision of a single examiner-in-chief will not ordinarily be
maodified unless an opposition has been requesied by an exam-
iner-m-chicf orthe Board, The request for reconsideration shall
be acted on by a panel of the Board consisting of at feast three
examiners-in-chief, one of whom will normally be the exam-
iner-in-chiel who decided the motion,

() An examiner-in-chicf may issuc an order o show causce
why judgment should not be entered against a party when:

(B A decision on a motion is entered which is dispositive
of the interference against the party as to any count;

(2) 'The party is a junior party who fails 1o file a preliminary
stiement; or

(3) The party is a junior party whose preliminary statement
fails 1o overcome the carlier of the filing date or effective filing
date of another party.

() When an order 1o show cause is issucd under paragraph
() of this section, the Board shall enter a judgment in accor-
dance witl the order unless, within 20 days after the date of the
order, the party against whom the order issucd files a paper
which shows good cause why judgment should notbe entered in
accordasice with the order. Any other party may file a response
to the paper within 20 days of the date of service of the paper.
I the paety against whom the order was issued fails to show

goad cause, the Board shall enter judgment against the party. 11

a party wishes to take testimony in cesponse to an order to show
cause, the party's response should be accompanicd by a motion
(§ 1.6358) requesting the testimony period, See § 1.651(¢)4).

|49 FR 48416, Dec, 12, 1984, added effective Feb. 11, 1985; SO FR
23124, May 31, 1985]

§ Lo41 Unpatendability discovered by examiner-in-chief.

During the pendency of an interference, il the examiner-in-
chiel becomes aware of a reason why a claim corresponding o
acountmay notbe patentable, the examiner-in-chief may notity
the paities of the reason and set a time within which cach party
may present its views, Afterconsidering any timely filed views,
the examiner-in-chief shall decide fiow the interference shall
proceed,

{49 FR 48416, Dece, 12, 1984, added effective Feb, 11, 1985)

§ 1,642 Addition of application or patent to interference,

Daring the pendency of an interference, if the examiner-in-
chiel becomes aware of an application or a patent not involved
in the interference which claims the same patentable invention
asacount inthe interference, the examiner-in-chicf miay add the
application or patent to the interference on such teems as may be
air to all partics,
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{49 FR 48416, Dec. 12, 1984, added effective Feb, 1, 1985]

§ 1.643 Prosecution of interference by assignee.

(1) An assignee of record in the Patent and Trademark
Office of the entire interest in an application or pateat involved
inan interference is entitled to conduct prosecution of the inter-
ference 1o the exclusion of the inventor,

(b) An assignee of a part interest in an application or patent
involved in an interference may file amotion (§ 1.635) forentry
of an order authorizing it 10 prosccute the interference. The
motion shall show (1) the inability or refusal of the inventor to

prosecute the interference or (2) other cause why the ends of

justice require that the assignee of a part interest be permitted 10
prosccute the interference. The examiner-in-chief may allow
the assignee of a part interest Lo prosecute the interference upon
such terms as may he appropriate,

(49 FR 48416, Dee, 12, 1984, added effective Feh, 11, 1985]

§ 1.644 Petitions in interferences,

(@) There is no appeal 10 the Commissioner in an interfer-
ence from adecision of an examiner-in-chief or a panel consist-
ing of more than one examiner-in-chief, The Commissioner will
not consider a petition in an interference uniess:

(1) The petition is from a decision of an examiner-in-chiel
or a panel and the examiner-in-chiel or the pancl shall be of the
opinion (i) that the decision involves a controlling question of
procedure or an interpretation of a rule to which there is @
substantial ground for a difference of opinion and (ii) that an
immediate decision on petition by the Comnuissioner may
materially advance the ultimate termination of the interference;

(2) The petition secks to invoke the supervisory authority
of the Commissioner and is not filed prior to the decision of the
Board awarding judgment and docs notrelate 10 (i) the merits of
priority of invention or patentability or (ii) the admissibility of
evidence under the Federal Rules of Evidence; or

(3) The petition seeks relief under § 1,183,

() A petition under paragraph (1) of this section filed
more than 15 days after the date of the decision of the examiner-
in-chicl or the panel may be dismissed as untimely., A petition
under pavagraph @)(2) of this scetion shall not be filed prior 1o
decision by the Board awarding judgment, Any petition under
parageaph (@)(3) of this section shall be timely if it is made as
partof, or simultancously with, a proper motion under § 1.633,
§ 1634, or § 1.635. Any opposition 1o a petition shall be {iled
within 15 days of the date of scrvice of the petition,

(©) The filing of a petition shall not stay the proceeding
unless a stay is granted in the discretion of the examiner-in-
chict, the panel, or the Commissioner,

(d) Any petition must contain a statement of the facts
involved and the point or points 10 be reviewed and the action
requested. Briefs or memoranda, i any, in support of the
petition or opposition shall accompany or be embodied therein,
The petition will be decided on the basis of the record made
hefore the examiner-in-chicl or the panel and no new evidence
will be considered by the Comimissioner in deciding the peti-
tion. Copies of documents already of record in the interference
shall not be submitted with the petition or opposition,
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(c) Any petition under paragraph (a) of this section shall be
accompanicd by the petition fec sct forth in § 1.17¢h),

() Any request for reconsideration of a decision by the
Commissioner shall be filed within 15 days of the decision of the
Commissioner and must be accompanicd by the fee set forth in
§ 1.17(h). No opposition to arcquest for reconsideration shatl be
filed unless requested by the Commissioner. The decision will
not ordinarily be modificd unless such an opposition has been
requested by the Commissioner,

(g) Whare rcasonably possible, service of any petition,
opposition, or request for reconsideration shall be such that
delivery is accomplished within one working day. Service by
hand or “Express Mail” complics with this paragraph,

(h) Anoral hearing on the petition wiii not be granted except
when considered necessary by the Commissioner.,

(i) The Commissioner may delegate 10 appropriate Patent
and Trademark Office ecmployeces the determination of petitions

under this section,
[49 FR 48416, Dec., 12, 1984, ndded effective Feb, 11, 1985; SOFR
23124, May 31, 1985]

§ 1.645 Extension of time, lute papevs, stay of . ...

proceedings.

(a) Except to extend the time for filing a notice of appeal 1o
the ULS. Court of Appeals for the Federal Circuit or for com-
mencing a civil action, a party may fite a motion (§ 1.633)
secking an extension of time to iake action in an interference.
Sce § 1.304(a) for extensions of time for filing a notice of appeal
to the U.S, Court of Appeals for the Federal Circuit or for
commencing a civil action, The motion shall be filed within
sufficient time to actually reach the examiner-in-chief before
expiration of the time for tking action. A moving party should
not assumc that the motion will be granted even if there is 1o
objection by any other party. The motion will be denicd unless
the moving party shows good cause why an extension should be
granted, The press of other business arising after an examiner-
in-chicf sets a time for taking action will not normally constitute
good cause. A motion seeking additional time to take testimony
beeanse a party has not been able to procure the testimony of a
witness shall set forth the name of the witness, any steps taken
o procure the testimony of the witness, the dates on which the
steps were taken, and the facts expected to be proved through the
wilngss.

(b) Any paper belatedly fited will not be considered except
upon motion (§ 1.635) which shows sufficient cause why the
paper was not timely filed. Sce § 1.304(a) for exclusive proce-
dures relating to belated filing of a notice of appeal to the ULS.
Court of Appeals for the Federal Circuit or belated commence-
ment of a civil action,

(¢) The provisions of § 1,136 do not apply to time pericxls
in interferences.

(d) In an appropriate circumstance, an cxamincr-in-chief
may stay procecdings in an interference.

[49 FR 484106, Dec. 12, 1984, added effective Feb. 11, 1985; S0 FR
23124, May 31, 1985, paras, (0) & (b), 54 FR 29553, luly 13, 1989,
effective Aug, 20, 1989]
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§ 1.646 Service of papers, proof of service,

(a) Acopy of every paper filed in the Patent and Trademark
Office in an interference or an application or patent involved in
the interference shall be served upon alt other partics except:

(1) Preliminary statcments when filed under § 1.621; pre-
liminary statements shalt be served when service is ordered by
an cxaminer-in-chief.

(2) Certificd transcripts and exhibits which accompany the
transcripts filed under §§ 1.676 or 1.684; copics of transcripts
shall be served as part of a party’s record under § 1.653(c).

(b) Scrvice shall be on an attorney or agent for a party. If
there is no attorney or agent for the party, service shall be on the
party.  An examiner-in-chicf may order additional service or
waive service where appropriate.

(¢) Unless otherwise ordered by an examiner-in-chief, or
except as otherwise provided by this subpart, service of a paper
shall be made as follows:

(1) By handing a copy of the paper to the person served,

(2) By leaving a copy of the paper with someone cmployed
by the person at the person's usual place of business.

(3) When the person served has no usual place of business,
by leaving a copy of the paper at the person’s residence with
someone of suitable age and discretion then residing therein,

(4) By mailing a copy of the paper by first class mail; when
service is by mail the date of mailing is regarded as the date of
service,

(5) When itis shown to the satisfaction of an examiner-in-
chiefl that none of the above methods of obtaining or serving the
copy of the paper was successful, the examiner-in-chicf may
order service by publication of an appropriate notice in the
Official Gazette.

(d) Ancxaminer-in-chiel’ may order that a paper be served
by hand or “Express Mail™,

(¢) Proof of service must be made before a paper will be
considered inan interference. Proof of service may appear on or
be affixed to the paper. Proof of service shall include the date
and manner of service. In the case of personal service under
paragraphs (€)(1) through (¢)(3) of this section, proof of service
shall include the names of anty person served and the person who
made the service. Proof of service may be made by an acknowl.
edgment of service by or on behalf of the person served or a
statement signed by the party or the piriy's aftorney or agent
containing the information required by ' section, A statement
of an attorney or agent attached 1o, oF =« aing in, the paper
stating the date and manner of service w - b pecepted as primo

facie proof of service,

[40 TR 48416, Dec. 12, 1984, aededd 1fective Feb, 11,1985; SOFR
23124, Muy 31, 1985

§ 1647 Transtation of docuwment in foreign language.
When a party relies on a document in a fanguage other than
English, a translation of the document into English and an
affidavitatesting to the aecuracy of the translation shall be filed
with the documest,
49 FR 48416, Idec. 12, 1984, added offective Feb, 11, 1985]
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§ 1.651 Setting times for discovery and taking
testimony, parties entitled to take testimony.

(a) Atan appropriate stage in an interference, an ¢xam-
iner-in-chict shall set (1) a ime for filing motions (§ 1.635) for
additional discovery under § 1.687(c) and (2) testimony periods
for taking any necessary testimony,

(b) Where appropriate, testimony periods will be set to
permit & party to:

(1) Present its casc-in-chict and/or case-in-rebuttal and/or

(2) Cross-cxamine an opponent’s casc-in-chicfl and/or a
case-in-rebuttal,

(c) A party isnotentitied 1o take testimony to present acase-
in-chiel unless:

(1) ‘The cxaminer-in-chicf orders the taking of testimony
under § 1.639(c);

(2) The party alleges in its preliminary statement a date of
invention prior to the carlier of the filing date or effective filing
date of the senior party;

(3) A testimony period has been set to permit an opponent
10 prove a date of invention prior 10 the carlicr of the Mling date
or effective filing date of the party and the party has filed a
preliminary statemendt alicging a date of invention prior to that
date; or

(4) A motion (§ 1.635) is filed showing good cause why a
testimony period should be sel.,

(d) Testimony shall be taken during the wstimony periods
set uidder paragraph (2) of this section,
149 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

§ 1.652 Judgment for fatlure to take testimony or file
record,

I a junior party fails to timely take testimony anthorized
under § 1651, or file arecord under § 1.653(c), an examiner-in-
chief, with or without a motion (§ 1.635) by another party, may
issue ane order o show cause why judgment should not be
entered against the junior party. When an order is issued under
this scction, the Board shall enter judgment in accordance with
the order unless, within 15 days after the date of the order, the
junior party files apaper which shows good cause why judgment
should not be entered in accordance with the order, Any other
party may file a response 1o the paper within 15 days of the date
of service of the paper. I the party against whom the order was
issued Fails o show good cause, the Board shall enter judgment
agast the party.

149 FR 48416, Dec, 12, 1984, added effective Feb, 11, 1985)

§ 1653 Record and exhibits,

(a) Testimony shall consist of affidavits under § 1.672 (b)
and (¢), transeripts of depositions under §§ 1.672 (b) and (c),
agreed statements of fact under § 1,672(1), and transcripts of
interrogatories, cross-interrogatorics, and recorded answers
under § 1.684(c¢).

(b Anatlidavit shall be filed as set forth in § 1672 (b) or
(). A certificd wranscriptof a deposition including a deposition
cross-cxamining an affiant, shatl be filed as set forth in § 1.676,
An original agreed statement shall be filed as set fonth in §
LO72(1). A wanscript of interrogorics, cross-interrogatories,
and recorded answers shall be filed as set forth ander § 1.684(¢).
Rev. 13, Nov, (989
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(¢) Inaddition to the items specified in paragraph (b) of this
section and within a time sct by anexaminer-in-chicf cach party
shall file three copics and serve one copy of & record consisting
of:

(1) Anindex of the names of cach witness giving the pages
ol the record where the dircet testimeny and cross-cxamination
of cach witness begins,

(2) An index of exhibits bricfly describing the nature of
cachexhibitand giving the page of the record where cach exhibit
is first identificd and offered into evidence.

(3) The coumt or counts.

(4) Each (i) affidavit, (i) transcript, including transcripts of
cross-examination of any alfiant, (iit) agreed statement relicd
upon by the party, and (iv) transcript of interrogatorics, cross-
interrogatories, and recorded answers filed inder paragraph (b)
of this section.

(5) Eachnotice, official record, and publication relied upon
by the party and filed under § 1.682(a).

(6) Any evidence from another interference, proceeding, or
action relied upon by the party under § 1.683.

(7) Each regnest for an admission and the admission and
cach written interrogatory and the answer upon which u party
intends o rely under § 1.688.

() The pages of the record shall be consecutively num-
hered.

(¢) The name of cach witness shall appear at the top of cuch
page of cach affidavit or ranscript,

() The record may be typewritten or printed,

() When the record s printed, it may be produced by

standard typographical printing or by any process capable of

producing a clear black permanent image, All printed matter
excepton covers mustappear in atieast 1 point type on opague,
unglazed paper. Margins must be justificd. Foolnotes may not
be printed in type smaller than 9 point, The page size shall be 8
1/2 by Flinches (21.8 by 27.9 cm.) with type matter 6 1/2 by 9
1/2 inches (16.5 by 24.1 cm.). The record shall be bound to lic
flat when open,

() When the record is typewritten, it must be clearly legible
on opaque, unglazed, durable paper approximately 8 1/2 by 11
inches (21.8 by 27.9 cm.) in size (letter size). Typing shall be
double-spaced on one side of the paper in not smaller than pica-
type with amarginof 1 1/2 (3.8 cm.) on the lefi-hand side of the
page. The pages of the record shall be bound with covers at their
teft edges in such manner 1o lie flat when open in one or more
volumes of convenient size (approximately 100 pages per
volume is suggested). Multigraphed or otherwise reproduced
copics conforming to the standards specified in this paragraph
may be aceepled,

(i) Each party shatl file its exhibits with the record specificd
in paragraph (¢) of this section, One copy of cach docunentary
exhibit shall be served, Documentary exhibits shall be filed in
anenvelope or folder and shallnot be bound as part of the regord,
Physical exhibits, if not filed by an officer under § 1.676(d),
shall be filed with the record. Each exhibit shall contain a label
which identifies the party submitting the exhibit and an exhibit
numbet, the style of the interference (e.g., Jones v, Smith), and
the interference number, Where possible, the label shoukd
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appear at the botom right-hand corer of cach documentary
exhibit. Upon termination of an interference, an examiner-in-
chicl may return an exhibit 1o the party filing the exhibit, When
any exhibit is retarned, the examiner-in-chief shall enter an
appropriate order indicating that the oxhibit has been returned.

() Any estimony, record, or exhibit which does not comply
with this section may be returned under § 1L.618(n).

{49 FR 484635, Dee, 12, 1984, added offoctive Fob, 11, 1985; SOFR
23124, May 31, 1985)

§ £.654 Finnl heaving,

(1) Atan appropriate stage of the interference, tho puartios
will be given an opportunity o appear betora the Board to
present oral argumont at a final hearing, An examiner-in-chiof
shall set a date and time for final hearing, Unless otherwiso
ordered by an examiner-in-chief or the Board, cach party will bo
entitled 10 no more than 60 minutes of oral argumaent at final
hearing.

(b) The opening argument of a junior party shall include a
{air statement of the junior party's case and the junior party's
position with respectto the case presented on behalf of any other
party, A junior party may reserve a portion of its time for
ebutind. '

(¢) A party shall not be entitled 1o argue that an opponent
abandoned, suppressed, or concealed an actual reduction to
practice unless a notice under § 1.632 was timely filed.

(d) After final hearing, the interference shall be taken undor
advisement by the Bowed. No further paper shall be filed excopt
under § 1.658(b) or ns authorized by an examiner-in-chicf or the
Board. No additional oral argument shall be had unless ordered

by the Bonrd.
149 FR 48466, Doc. 12, 1984, addod effoctive Fob, 11, 1985)

§ 1.685 Muatters considered tn rendering a final decision,

(0} Inrendering a fingl decision, the Board may consider any
properly raised issue including (1) priority of invention, (2)
derivation by an opponent from a party who filed a proliminary
statement under § 1,625, (3) patentability of the invention, (4)
admissibility of evidence, (8) any interlocutory matter deferred
to final hearing, and (6) any other matier necessary toresolve the
interference. The Board may also consider whether any inter-
locutory order was manifestly erroneous or an abuse of discre-
tion. All intertocutory orders shall be presnmed 10 have been
correct and the burden of showing manifest error or an abuse of
discretion shatl be on the party atacking the order.

(b) A party shali not be entitled to mise for consideration at
finaf hearing a matter which property could have boen raised by
o motion under §§ 1.633 or 1,634 unless (1) the motion was
property fited, (2) the mater was properly raised by & party in
an opposition to @ motion under §§ 1.633 or 1.634 and the
motion was granted over the opposition, or (3) the party shows
good cause why the issue was not timely raised by motion or
opposition,

(¢) To prevent manitest injustice, the Board may consider
anissue even though it would not atherwise be entitled to con-
sideration under this section,

[49 FR 48466, Dee, 12, 1084, added effective Feb, 11, TURS)
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§ 1,656 RBricfs for final heaving.

() Each party shall be entitled to fite briefs for final heaving,
The examiner-in-chiel shall determine the briefs aceded and
shall set the time and order for filing briefs,

(b) The opening briet of a junior party shatl contain under
appropriate headings and i the order indicated:

(1) A table of contents, with page references, and a table of
cases (uiphabetically arranged), statutes, and other authoritics
cited, with references to the pages of the briet where they are
cited,

(2) A sitement of the issues presented for decision in the
interforonce,

(3) A statement of the faets relovant 1o the issues presented
for decision with appropriate veferences to the record.

) Anargument, which may he preceded by a summary,
which shall contain the contentions of the party with respect to
the issues o e decided, and the reasons therelor, with citations
(o the cases, statatas, other authorities, and patts of the record
relied on.

(5) A short conclusion stating the precise relief requested.

(6) Anappendix containing a copy of the counts,

(©) The opening brict of the senior party shail conform to the
requirements of paragraph (b) ol this section except:

(1) A statement of the issaes aud of the fucts need not e
mada unless the party is dissatisticd with the statement in the
opening brief of the junior party and

(2) Anappendix containing a copy of the counts need not
be included i the copy of the counts i the opening briet of the
junior party is correct,

() Briefs may be printed or typewnitten, H typewritien,
legal-size paper may be used, The opening brief of cach party in
cxeess of 50 legal-size double-spaced typewritten pages or any
other brief inexcess of 25 logal-size double-spaced typewritien
pages shall be printed unloss a satisfactory reason be given why
the brief should not be primted. Any printed brief shall comply
with the requirements of § 1,653(). Any typewritten brief shall
comply with the requirements of § 1,653(h), except legal-size
paper may be used and the binding and covers specified are not
required.

() Anoriginal and three copies of cach hrief must be filed,

(0} Any brief which does not comply with the requirements
of this section may be returned wuder § LOTR().

(8) Any party, separato from its opening brief, but filed
concurrently therewith, may file an oviginal and three copics of
concise proposed findings of fact and conclusions of taw, Any
proposed findings of fact shali be supported by specific refer-
eneos 10 the record, Any proposed conclusions of law shall be
suppotted by citation of cases, statutes, or other authority. Any
opposing party, separate from its opening or reply briof, but filed
concurcently therewith, may file a paper accepting or objecting
1o any proposed findings of fact or conctusions of law: when
objecting, o reason must be given, 'Tha Board may adopt the
proposed findings of fact and conclusions of law in whole or in
part,

(M) Haparty wants the Board in vendering its final decision
to rule on the admissibility of any evidenee, the party shali {ile
with its opening brief an originat and three copies of amaotion (§
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1.635) w suppress the evidence, The provisions ot § 1,637(b) do
not apply to a motion to suppress vader this paragraph, Any
abjection previously made to the admissibility of an opponent’s
evidence is waived unless the motion required by this paragraph
is filed, An original and theee copics of an opposition to the
motion may te filed with anopponeat’s opening briet or reply
briet as nuty be appropriate,

(i) When a junior party fails to timely fite an opening brief,
anorder may issue requiring the junior party o show canse why
the Board should not treat failure o file the brief as o concession
of priority, If the junior party fails to respond within a time
period set in the order, judgment may be entered against the
junior party.

149 FR 48466, Doc. 12, 1984, added effective Feb, 11, 1985)

§ 1,057 Rurden of proof as to date of invention,

A rebuttable presumption shall exist that, as to cach count,
the inventors made theie invention in the chronological ordes of
the carlier of their filing dates or effective filing dates, The
burden of proof shall be upon a party who contends otherwise,

{49 PR AB466, Dee, 12, 1984, sdded effective Feb, 11, 1Y85]

§ 1658 Finaf decision.

() After final hearing, the Board shall enter a decision
resolving the issues raised atfinat hearing, The decision wmay (1)
crter judgmeit, in whole or in part, (2) remand the interference
(e an examines-in-chicf for further proceedings, or (3) take
further action not inconsistent with law. A judgment as o a
count shall state whether or not cach party is entitled to a patent
containing the claims in the party’s patent or application which
correspond io the count. When the Board enters a decision
awarding judgment as o all counts, the decision shalt be
repavded s a Gioal decision,

(h) Any request for reconsideration of a decision under
parageaph (a) of this section shall be filed within one month after
the daie of the decision, The request for reconsideration stall
specily witle particularity the points believed to have been
misapprehended or overlooked in rendering, the decision. Aty
reply Lo a reguest for reconsideration shafi be filed within 14
days of (he date of service of the request for reconsideration,
Where reasonably possible, service of the request for reconsid-
eration shall be such that delivery is accomplished by hand or
“Lxpress Mail.” The Board shadl enter a decision on the request
for reconsideration, if the Board shidl be of the opinion that the
degision on the request for reconsidertion significantly modi-
(iex its original deeision wder paragraph (a) of this section, the
Ruged may designate the decision on (he request for reconsid-
eration as o aew decision,

() Ajudgment i interfecence settles all issues whichi (1)
were sised and decided in the interderence, (2) conld have been
property raised and decided in the ingerference by a motion
under § £.633 (@) through (O and (O throngh () or § 1634 and
{(Hcould have been properly mised and decided inan additional
iterference with a motiommder § 1.633(¢). A losing party who
could have properly moved, bat failed (o move  under §§ 1,633
or 163, shall be estopped o take ex parte or infer partes action
i the Patent and Trademark Office after the interfesence which
isnconsistent with that paety 's filure to properly move, exeet
Rev 1, Nov 1989
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that a losing party shall not be estopped with respect 10 any
claims which correspond, or properly conlbd have corresponded,
1o a count as 10 which that party was awarded a favorable
Judgment,

(49 FR 48467, Dec, 12, 1984, added effective Feb, 11, 19835; para.
(1), 54 FR 29553, huly 13, 1989, effective Aug, 20, 1989]

§ 1,659 Recommendation,

() Should the Board have knowledge of any ground for
rejecting any application chiim not involved in the judgment of
the interference, itmay include in its deeision a recommended
rejection of the claim, Upon resumption of ex parte proseention
of the application, the examiner shall be bound by the recom-
mendation and shall enter and maintain the recommended
rejection unless an amendment or showing of facts not previ-
ously of record is filed which, in the opinion of the examiner,
overcomes the recommended rejection,

(M) Should the Board have knowledge of any ground for
reexamination of a patent involved in the interference as o a
patent claim not involved in the judgment of the interference, it
may include in its decision & recommendation o the Conmis-
sioner that the patent be reexamined. The Commissioner will
determine whether reexamination will be ordered.

(¢) The Board may make any other recommendation to the
eximuner or the Commissioner as may be appropriate.

49 FR 48467, Dec. 12, 1984, udided eftective Feb, 11, 1985]

§ L6660 Notice of reexamination, reissue, protest or
litipation,

(@) When a request for reexamination of a patent involved
inaninterference is filed, the patentowner shail notify the Board
within 10 days of receiving notice that the request was filed.

() When an application for reissue is filed by a patentee
involved inan interference, the pateatee shall notity the Board
within 10 days of the day the application for reissue is filed.

(¢) Whenaprotestunder § 1,291 is filed against an applica-
tion involved in an interference, the applicant shall notity the
Board within 10 days of receiving notice that the protest was
liled.

() Aparty inaninterterence shall notify the Board prompily
of any litigation related to any patent or application involved in
aninterference, inclading any civilaction commenced under 35
U.S.CL 146,

49 FR 48467, Dec. 12, 1984, udded etfective Feb, 11, 1985)

§ Le61 Termination of interference after judgment,
Afterafinal decisionisentered by the Board, an interference

is considered terminated when no appeal (38 US.C.141) or

other review (35 US.CL 146) has been or can be taken o had,
[49 TR 48467, Dec, 12, 1984, added effective Feb, 11, 1985]

§ L6632 Request for entey of adverse judgement; reissue
filed by patente,

(@) A party may, at any time during an interference, redquest
and agree to entry of an adverse judgment. The filing by an
applicant or patentee of o written disclyimer of the invention
defined by aconnt, concession of priority or unpatentability of
the subject matter of a count, abandonment of the invention
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defined by a count, or abandonment of thc contest as (0 a count
will be treated os a request for entry of an adverse judgment
against the applicant or patentee as o all claims which corre-
spond to the coant, Abandonment of an application by an
applicant, other than an applicant for reissue having a claim of
the patent songht o be reissued involved inthe interference, will
he treated ax o request for entry of an adverse judgment against
ithe applicant as to all claims corresponding to all counts, Upon
the filing by aparty ofarequest forentry of anadverse judgment,
the Board may enter judgment against the party,

() 1 a patentee involved inan interference files an appli-
cation for reissue during the interference and omits all ¢laims of
the patent corresponding 10 the counts of the interference for tho
puarpose of avoiding the interference, judgment may bo entered
against the patentee. A patentee who files an application for
reissue other than for the purpose of avoiding the interference
shall timely file a prefiminary motionunder § 1,633 (b) or show
good cause why the motion could not have been timely liled or
wontld not be appropriate.

(©) The filing of o statutory disclaimer under 35 U.8.CL 253
by a patentee will delete any statutorily disclaimed claims from
heing involved inthe interference. A statitory disetrimer will
it be treated as a request for entry of an adverse judgment
againsi the putentee wndess it results inthe deletion of all patent
claimy corresponding to a count,

{49 FR A6, Dee, 12, 1984, adkded eoffective Fab, UL, LOSE; paru,
(by amended 33 FR 23735, June 23, 1988, offvctive Sept. 12, 1088}

§ L6633 Status of claim of defeated applicant after
interference.

Whenever an adverse judgment is entered as (0 o count
against an applicant from which no appeal (35 US.Co 4D or
otherreview (35 ULS.CLLA6) has been orcan be taken or lad, the
claims of the application corresponding to the count st
finufly disposed of without further action by the examiner, Such
claims are not open o further ¢x parte prosecution,

149 FR ARAG7, Dee, 12, 1984, ndded effective Feb, 11, 1U85)

§ L664 Action aficr interference,

(@) Ader wrmination of an imerderenee, the examiner will
prompily take such action in any application previously in-
volved in the interference as may be necessary. Unless entered
by order ot anexaminer-in-chicel, amendments presented during
the interference shall not ba entered, but may be subsequently
presented by the applicant subject to the provisions of this
subpart provided prosceution of the application is not otherwise
closed,

() After judgement, the application of any party may be
held subject to further examination, including an interference
with another application,

(49 FR ARA67, Dec 12, 1984, SOFR 23124, May M, TORS, added
effective Feb, 1, 1985)

§ 16658 Second interference.

A second interlerence between the sime parties will not be
declaced upon an application not involved inan carlier interfer-
cnce for an invention defined by a count of the calier imterfer-
ence. See § LOSS).
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[49 FR 48168, Dec. 12, 1984, added offeetive Feb, 11, 1985)

§ 1,666 Filing of interference settloment agrecntents,

(@ Any agrecment or understanding between partios to an
interference, including any collateral agreements relereed 10
therein, made in connection with or in contemplation of the
termination of the interference, must be in weiting and a true
copy thereof nust be filed before the termination of the interfer-
ence (§ LO61) as hotween the parties 1o the agreement or
understanding.

(b) 1 any party liling the agreement or understanding under
pacagraph (a) ol this section so requests, the copy will be kept
soparate from the file of the interference, and made available
only to Government agencios on written request, or o any
person upon petition accompanicd by the fee set forth in §
L7 and on a showing ol good cause,

(¢) Failure to lile the copy of the agreement or understand-
ing under paragraph (@) of this section will render permanently
imenforceablo such agreement or understanding and any patent
of the parties involved in the interferenco or any patent subse-
quently issued onany application of the parties so involved. The
Conmissioner may, however, upon petition accompanicd by
the fee set torth in § 1.1°7(h) and on a showing of good cause for
(wilure to file within the time preseribed, permit the filing of the
agrecment or understanding during the six month period subse-
quent 1o the ermination of the interference as between the
parties to the agreement or undeestanding,

(49 FR 48468, Dec, 12, 1084, added offective Fob, T, 1985, SOFR
23124, May 31, 1985; para. (b), 54 FR 6893, ifeb, 15, 1989, offective
Apr. 17, 1989}

§ 1671 Evidence must comply with rales,

() Lvidence consists of testimony and exhibits, official
records and publications Tiled under § 1.682, evidence rom
another inferference, procecding, or action liled undor § 1,683,
and discovery relied upon under § 1688, and the specification
(including claimy) and deawings of any application or patent:

(1 Involved in the interlerence.

() Towhicha party has been accorded benefitin the notice
dectaring the interference or by a preliminary motion granted
under § 1.633.

(1) For which a party has sought, but has not been denied,
benefit by a preliminary motion ander § 1,633,

@) For which benelit was rescinded by a preliminary
motion granted widder § 1,633,

(b) Exceptasotherwise provided in this subpart, the Federal
Rules of Bvidence shatt apply to interference proceedings,
Those poctions of the Federal Rules of Bvidence relating to
criminal actions, juries, and other mattors not relevant Lo inter-
(erences shall not apply.

(©) Unless the context is otherwise clear, the {ollowing
terms of the Federal Rules of Evidence shall be construed as
follows:

(D "Courts of the United States,™ “U.S. Magisteate,”
“couet,” “trial cout,” or “trierof fact”™ means examiner-in-chief
or Board as may be appropriate.

(2 “Judge”™ means examiner-in-chiel,
(D “Judicial notice™ means oflicial notice.
Rev. 13, Nov, 1949
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(8 “Civil action,” “civil procecding,
mean interference,

(8) “Appollate conrt”™ moeans United States Court of Ap-
peals Tor the Foderal Cirenit or a United States district court
when judicial roview is under 35 U.S.C. 146,

(6) “Before the hearing™ in Rulo 703 means botore giving
testintony by oral deposition or affidavit,

(D “The wial or hoaring” in Rules 80324 and SG4(S)
means the taking of westimony by oral deposition,

(W) Certification is not necessary as a condition to admissi-
bility when the record is a record of the Patent and Teadenack
Office o which all parties have accoss.

(©) A party may not roly on an attidavit fHed by that party
during ex parte prosocution of anapplication, an affidavit under
§ LOOR, oranatfidavitunder § LAY unless: (D acopy of'the
altidavit is or has been served and (2) a written notice iy filed
priorto the close of the party 's relevant lostimony poriod sting
that the party intends torely on theattidavit, When proper notice

acton,” or “trial”

ix givon under this parageaph, the affidavit shall he deemed tited -

under § LO72(D). A copy of the aftidavit shall e included inthe
recond (§ 1.65),

(1 The signiticance of documentary and other exhibics shall
be discussed with particutarity by a witmess during ovad deposi-
tion o in an aftidavit,

(&) A party must {ite wmotion (§ 1.635) seeking permission
from an examiner-in-chiet prior to wking tostimony or secking
documents or things under 35 ULS.C 24 The motion shall
doseribe the genoral natire and the relevance of the westimony,
document, or thing,

(h) Evidence which ix not taken or sought and tited in
accordance with this subpart shall not o adimissible,

(49 FRA%368, Do, 12, 1984, ndded olfoctive Fub, 11, 10RS; SOEPR
2324, May 31, 1985]

§ 1672 Manner of taking testinmony.

() Tostimony of @ witness may be taken by oral doposition
or aftidavit in accordance with this subpurt,

(b)Y A party wishing to suke the tostimony of' i witness wlhiose
testimony will not be compelled under 35 ULS.C, 24 ny clect
1o present the wstimony of the witness by affidavit or deposi-
tion. A party clecting o present estimony of a witnoss by
wlfidovit shall, prior 1o the close of the party's relevant 1esti-
mony period, lle and sorve an atlidavit of the witness or, where
appropriate, a notice under § LO71e). To facilitite prepacation
ol the eecord (8 1,653 (g) and (b)), a purty should Gite an aftidavit
on paper whichiis 8 1/2 by UUinches (2 1.8 by 27.9 ), A party
shatl not be entitled 1o rely on any document reteried 10 in the
alfidavit unless o copy of the document is filed with the
alfidavit. A party shall not be entitled o rely on any thing
mentioned in the atfidavit unless the opponent is given reason-
able access o the thing, A thing is something other than a
document, After the attidavitis filed and within g tme set by an
examiner-in-chiet, any opponent may file a request o eross-
eximine the witness on oral deposition, 1 any opponent re-
QueSEs cross-examination of an aftiant, the party shall notice o
deposition under § £.673(0) for thie purpose of cross-oxaming-
tion by any opponeat, Any redireet aod recross shatl ke place
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at the deposition. At any deposition for the purpose o' cross-
exanmination of a withess whose estimony is presented by
aftiduvig, the party shatl notbe entitled o eely onany decument
or thing not mentioned in one or more of the aftidavits filed
under this parageaph, exeept 1o the extent necessiry (o conduct
proper redineet, A party electing o present testimony of a
witness by deposition shall notice @ deposition of the witness
under § LO73¢). The party who gives notice of a deposition
shall be responsible for obaining a cowt reporter and for filing
a ceriificd transeript of the deposition as reguired by § 1,670,

(¢) A party wishing o take (he testimony of o witness whose
testimony will be compelied under 35 US.CL 24 must finst
obtin permission fron an examiner-inschicf mder § LO71(w).
I permission is granted, the party shall notice adepositionof the
witness under § 1,673 and may proceed under 35 US.CL 24 The
tostimany of the witness shall be taken on oral deposition,

() Notwithstanding the provisions of this subpawt, it the
PANTeS ageee in writing, a deposition may be taken hetore any
person anthorized to administer oathys, aeany place, upon any
aotice, and in any manner, and when so taken may be nsed like
other depositions,

() W ahe partios agree in writing, the testimony of any
witness may ke subiitted 10 the form of o aftidavit withowt
opportueity for cross-exanmination, The attidavit of the withess
shatl be fited w the Patent and Trademark Oftice.

(D 10the partios ageee in writing, testimony may e submit-
i inthe form of an agreed statement setting forth: (1) How a
particudar witness would testity it called or (2) the facts in the
case ofane or more of the parties, 'Vhe agrecd statement shiall e
filed o the Datens aned Teademark OfTice. Nee § L6530,

PO ER ARS8, Do, 12, 1984, added effoctive Feby, 11 1988 SOFR
24 May A1, 19841

§ 1673 Notice of examination of withess,

@ A party clecting 10 ke testimony of a witness by
depasition shall, atter complyimg wiih paragraphs (0 and (R) of
thix section, file and serve a siagle notice of deposition stiting
the time and place of each deposition 0 be taken, Depositions
may be noticed for a reasonable time and place in the United
States, Unless the partios agree inwriting, a deposition may not
be noticed for any other place without approval of an exanviner-
in-chiet (see § LoS), The notice shall specify the name and
address of cach witness and the general natare of the testimony
1 be given by the witness, I the neane of a withess is notknown,
o peneral deseription sufticient W wdentity the witness or a
particuiar class or group W which the witess belongs may he
paven insted,

(M) Unless the parties agree otherwise, a party shall serve,
Dut nof file, e feast thiree days prior o (e conference reguired
by parageaph (2) of this section, if service is made by hand or
Ulixpress Mail™ or at least wen days prior o the conference if
Service is made by any other means, the tollowing:

(Y A distand copy of cach document in the party s posses-
ston, custody, orconteol and upon which the paety intends torely
atany deposition and

() Adist ot and a profter of reasonable aeeess o things in
the party's possession, custordy, or control and upon which the
party atends o rely at any deposition,
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(¢) A party shall not be permitted to rely at any deposition
on any witness not listed in the notice, or any document not
sarved or any thing not listed as required by pazagraph (b) of this
section: (1) Unless all opponents agree in writing or on the
record 0 parmit the party 10 rely on the witness, document, or
thingor (2) exceptupon a motion (§ 1.635) promptly filed which
is accompanicd by any proposed notice, additional documents,
of lists and which shows sufficient cause why the wotice,
documents, or lists were not served in accordance with this
seetion,

(d) BEach opposing party shall have a full opportunity 0
atend a deposition and cross-examing, I an opposing party
atiends a deposition ofa withess not named inanotice and ¢ross-
examines the witness or fails 10 object 10 the taking of the
deposition, the opposing party shalt ho deemed to have waived
any right 10 object to the taking of the deposition for lack of
proper notice,

(e) A party clecting to prosent testimony by affidavit and
who is required to notice depositions for the purpose of cross-
examination under § 1.672(b), shall, alter complying with
pacagraph () of this section, file and serve a single notice of
deposition stating the time and place of each cross-cxamination
deposition 1o be taken,

() The pastics shall not take depositions in more than one
place at the sanw time or 80 nearly at the same time that
reasonublo opportunity to travel from one place of deposition to
another cannot be had.

{g) Before sorving a notice of deposition and after comply-
ing with parageaph (b) of this section, a party shall have an oral
conference with afl opponents to attempt to agrec on a mutuaily
acceptablie time and place for conducting the deposition, A
certificate shatl appear in the notice stating thit the oral conter-
ence ok place or explaining why tho conference could not be
had. If the partics cannot agree to a mutnally aceeptable place
and time for conducting the deposition ot the conference, the
parties shall contet an examiner-in-chiet who shall then desig-
nate the time and place for conducting the deposition,

(h) A copy of the notice of deposition shall be anached o the
certified transcript of the deposition filed under § 1.676(n).

[49 FR 48469, Dec, 12, 1984, added effective Foby, 11, 1985)

§ 1.674 Persons before whom depositions may be taken,

() Within the United States or a territory or insular posses-
sion of the United States a deposition shatl be taken before an
officer authorized to administer oaths by the laws of the United
States or of the place where the examination is held.

(b) Unlessthe parties ngree in writing, the following persons
shall not be competent o serve as an officern: (1) A relative or
cmployce of & party, (2) a relative or employee of anattorney or
agentof aparty, or (3) aperson interosted, diveetly or indirectily,
in the interference cither as counsel, attorney, agent, or other-
wise,

{49 FR 48469, Doc, 12, 1984, added oftective Fob, 1}, 1985)

§ 1678 Examination of witness, veading and signing
transeript of deposition.
() Lach witness betore giving an oral deposition shall be
duly sworn according 1o law by the officer before whom the
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deposition is to be wken,

(b) The testimony shall be taken inanswer (0 interrogatories
with any questions and answers recorded in their regular order
by the officer or by some other person, who shall be subject
the provisions of § 1.674(b), in the presence of the officer unless
the presence of the officer is waived on the record by agreement
of all partics.

{¢) Allobjections made at the time ol the deposition to the
qualifications of the officer taking the deposition, the manner of
taking it, the cvidence presented, the conduct of any party, and
any other objection to the proceeding shall be noted on the
record by theofficer, Evidence objected to shall e taken subject
to any objection,

(d) Unless the parties agree in writing or waive reading and
signature by the witness on the record at the deposition, when
the testimony has been transcribed a transeript of the deposition
shall be read by the witess and then signed by the witness inthe
form of: (1) An affidavit in the presence of any aotary or (2) a
declaration,

|49 FR 48469, Dec, 12, 1984, added offective Feb. 11, 1983)

§ 1676 Certification and filug by officer, marking exhibits,

(@) The officer shail prepare a certificd tanseript of the
deposition by ataching to a transeript of the deposition a copy
of the notice of deposition, any exhibits to be annexed o the
certificd tanseript, and a certificato signed and sealed by the
officer and showing:

(1) The witness was duly sworn by the ofticer before comn-
mengement of testimony by the witness,

(2) The transeriptis ateue record of the testimony given by
the witness,

(3) The name of the person by whom the testimony was
recorded and, if not recorded by the officer, whether the test-
mony was recorded in the presence of the ofticer,

(4) The prosence or absence of any opposing party.

(5) The place where the deposition was taken and the day
and hour when the deposition began and ended.

(©) The officer is not disqualitied under § 1.674.

(b) U the parties waived any of the requirements of pari-
graph (a) of this section, the certificato shatl so state.

(<) Theofficershallnote on the certificate the circumstances
under which o witness refuses to sign a transcript,

(@) Unless the parties agree otherwise in writing or on the
record at the deposition, the officer shall securely seal the
certified tanseript in an envelope endorsed with the style of the
interference (©.8., Smith v, Jones), the interference number, the
nume of the witness, and the date of seating and shall prompily
forward the envelope 10 BOX INTERFERENCE, Commis-
sioner of Patents and Trademarks, Washington, D.C, 20231,
Documents and things produced for inspection during the
examination of & witness, shall, upon request of a party, be
marked foridentification and annexed tothe cortified transcript,
and may be inspected md copied by any party, except that if the
person producing the documents and things desires 1o retain
them, the person may: (1) Offer copies to be marked for
identificationand annexed to the certificd transeript and to serve
thercafier as originals if the person affords to all parties fair
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opportunity to verify the copices by comparison with the origi-
nais or (2) offer the originals to be marked for identification,
after giving cach party an opportunity to inspect and copy them,
in which cvent the documents and things may be used in the
same manner as if annexed 10 the certified transeript, The
exhibits shall then be filed as specificd in § 1.653(1). If the
weight or bulk of a document or thing shall reasonably prevent
the document or thing from being annexed to the certificd
transcript, it shall, unless waived on the record at the deposition
of all parties, be authenticated by the officer and forwarded to
the Commiissioner in a separate package marked and addressed
as provided in this paragraph.

149 FR 48469, Dec. 12, 1984, added effective Feb. 11, 1985; S0 FR
23124, May 31, 1985)

§ L.677 Form of a transcript of deposition,

(a) A transcript of a deposition must be typewritien on
opaque, unglazed, durable paper approximately 8 1/2 by 11
inclics (21.8 by 27.9 cm.) in size (letter size). Typing shall be
double-spaced on one side of the paper in not smailer than pica-
type withamarginof 1 1/2inches (3.8 cm.) on the left-hand side
of the page. The pages must be consccutively numbered
throughout the entire record of cach party (§ 1.653(d)) and the
name of the witness must be typed at the op of cach page (§
1.653(e)). The questions propounded to cach witness must he
consceutively numbered uniess paper with numbered lines is
used and cach guestion must be followed by its answer,

(b) Exhibiis must be numbered consecutively and cach must

be marked as required by § 1.653().
|49 FR 48470, Dec. 12, 1984, added effective Feb, 11, 1985]

§ 1678 Transcript of deposition must be filed,

Unless otherwise ordered by an examiner-in-chicf, a cerli-
fied transeript of g deposition must be filed in the Patent and
Trademark Office within 45 days from the date of deposition, If
aparty refuses to file acertified transcript, the cxaminer-in-chicf
or the Board may ke appropriate action under § 1.616, 1 a
party refuses to file a certificd transcript, any opponent may
move lor leave to file the certified transcript and include a copy

of the transcript as part of the opponent’s record.
(49 FR 48470, Dec, 12, 1984, added effective Feb, 11, 1985)

§ 1,679 Inspection of transcript,

A certificd transcript filed in the Patent and Trademark
OfTice may be inspected by any party, The certificd transcript
maty not be removed from the Patent and Trademark Office for
printing (§ 1.653(g)) unless authorized by an examiner-in-c hicf
upon such terms as may be appropriate.

(49 FR 48470, Dec. 12, 1984, added effective Feb, 11, 1985]

§ Lo82 Official records and printed publications,

(1) Aparty may inteoduce into evidence, if otherwise admis-
sible, any official record or printed publication not identificd on
the record during the aking of testimony of a witness, by filing
anotice offering the official record or publication into evidence.
If the evidence relates 1o the party’s case-in-chicf, the notice
shall be filed prior to close of testimony of the party's case-in-
chiel, If the evidence relates o rebattal, the notice shall be filed
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prior to the close of festimony of the party’s case-in-rebutial,
The notice shatl: (1) ldentify the ofticial record or printed pub-
lication, (2) identify the portion thereol to be introduced in ¢evi-
dence, (3) indicate generally the relevance of the portion sought
to be introduced in evidence, and (1) where appropriate, he
accompanied by a certified copy of the official record or acopy
of the printed publication (§ 1.671(d)).

(b) A copy of the notice, official record, and publication
shall be served,

(¢) Unless otherwise ordered by an examiner-in-chicf, ony
writlen objection to the notice or 10 the admissibility of the
official record or printed publication shall be filed within 15
days of service of the notice, See also § 1.656(h).

{49 FR 48470, Dec. 12, 1984, added effcctive Feb. 11, 1985]

§ 1.683 ‘Testimony in another interference, procecding,
or action.

(@) Prior to close of a party's appropriate testimony period
or within such time as may be set by an examiner-in-chicf, a
party may file a motion (§ 1.635) for leave 0 use in an
interference testimony of a witness from another interference,
proceeding, oraction involving the same partics, subject to such
conditions as may be deemed appropriate by an examincr-in-
chief, The motion shalt specify with particularity the exact
testimony 1o be used and shall demonstrate its relevance,

(b) Any objection to the admissibility of the testimony of the
witness shall be made in an opposition to the motion. See also
§ L.656(h).

{49 FR 48470, Dec. 12, 1984, added effective Feb, 11, 1985)

§ 1.684 Testimony in a foreign country,

(8) An cxaminer-in-chief may authorize testimony of a
witness 10 be taken in a foreign country. A party secking to take
testimony in a forcign country shall, prior to the ¢losc of the
party’s appropriate testimony period or within such time as may
be set by an examiner-in-chicf, file a motion (§ 1.635):

(1) Naming the witness,

(2) Describing the particular facts to which it is expected
that the witness will testify.

(3) Stating the grounds on which the moving party believes
that the witness will so testify.

(4) Demonstrating that the expected testimony is retevant,

(5) Demonstrating that the testimony cannot be taken in
this country at all or cannot be taken in this country without
hardship to the moving party greatly exceeding the hardship o
which all opposing partics will be exposed by the taking of the
testimony in & foreign country,

(6) Accompanied by an atfidavit stating that the motion iy
made in good faith and not for the purpose of delay or harassing
any party.

(1) Accompanied by written interrogatories to be asked of
the witness.

(b) Anyopposition under § 1.638(a) shall state any objection
o the writien interrogatories and shall include any cross-
interrogatorics to be asked of the witness, A reply under §
1L638(h) may be filed and shall be limited o stating any
objection to any cross-interrogatories proposed in the opposi-
tion.
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«©) I the motion is granted, the moving porty shall be
responsible for obtaining answers (o the interrogatorics and
cross-interrogatories before an ofticer qualified o administer
oaths in the forcign country under the laws of the United States
or the forcign country, The officer shall prepare a transcript of
the interrogatories, cross-interrogatories, and recorded answers
{0 the integrogatorics and cross-interrogatorics and shall trans-
mit the transeript 0 BOX INTERFERENCE, Commissioner of
Patents and Trademarks, Washington, D.C. 20231, with a
certificate signed and scaled by the officer and showing:

(1) The witness was duly sworn by the officer before an-
swering the interrogatorics and cross-interrogatorics,

(2) The recorded answers are a true record of the answers
given by the witness to the interrogatorics and cross-interroga-
tories,

(3) The name of the person by whom the answers were
recorded and, if notrecorded by the officer, whether the answers
were recorded in the presence of the officer,

(4) The presence or absence of any party.,

(5) The place, day, and hour that the answers were recorded.

(6) A copy of the recorded answers was read by or 10 the
witness before the witness signed the recoeded answers and that
the witness signed the recorded answers in the presence of the
officer. The officer shall state the circumstances under which a
witness refuses o read or sign recorded answers,

(7 The officer is not disqualified under § 1.674.

(d) if theparties ngree in writing, the testimony may be taken
before the officer on oral deposition,

(c) A party taking testimony in a forcign country shalt have
the burden of proving that false swearing in the giving of
testimony is punishable as perjury under the faws of the forcign
country, Unless false swearing in the giving of testimony before
the officer shall be punishable as perjury under the laws of the
foreign country where testimony is taken, the testimony shall
not be entitled 1o the same weight as testimony aken in the
United States. The weight of the testimony shall be determined
in cach case.

[49 FR 48470, Dec, 12, 1984, added effective Feb, 11, 1985; SOFR
23124, May 31, 1985}

§ L6888 Ervors and irregularities n depositions.

(8) An crror in a notice for taking a deposition is waived
unless amotion (§ 1.635) to quash the notice is filed as soon as
the error is, or could have been, discovered,

(b) An objection to a qualification of an officer taking a
deposition is waived unless:

(1)} The objection is misde on the record of the deposition
hefore a witness begins to testilly,

(2) if discovered after the deposition, a motion (§ 1.635) to
suppress the deposition is filed as soon as the objection is, or
could have heen, discovered.

(¢} Anerrororirceguiarity in the manner in which testimony
is ranscribed, a certificd transcript is signed by a wilness, or a
certified transcript is prepared, signed, certified, scaled, cn-
dorsed, forwarded, filed, or otherwise handled by the officer is
waived unless a motion (§ 1.635) 10 snppress the deposition is
filed as soon as the error of irregularity is, or could have been,
discovered.
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() Anobjection (o the competency of a witness, admissi-
bility of evidence, manner of taking the depaosition, the form off
questions and answers, any oath or alfiemation, or conduct of
any party at the deposition is waived unless an objection is made
on the record at the deposition siating the specific ground of
objection. Any objection which a party wishes considered by
the Board at final hearing shall be included in a motion (o
suppress under § 1.656(h).

(¢) Nothing in this section precludes taking notice of plain
crrors affccting substantial rights although they were not
brought to the attention of an examiner-in-chicf or the Board.

[49FR 48471, Dec. 12, 1984, adkded effcenive Feb. 11, 1985; S0 FR
23124, May 31, 1985,]

§ 1.687 Additional discovery,

(a) A party is not entitled to discovery except as authorized
in this subpart,

{h) Where appropriate, a party may obtain production of
documents and things during cross-cxamination ol an
opponent's witness or during the testimony period of the party's
casc-in-rebuttal.

(¢) Upon a motion (§ 1.635) brought by a party within the
time set by an examines-in-chief under § 1,651 or thereafter as
authorized by § 1.645 and upon a showing that the interest of
justice so requires, an examiner-in-chict may order additional
discovery, as to matters under the control of a party within the
scope of the Federal Rules of Civil Procedure, specifying the
terms and conditions of such additional discovery.

(d) The partics may agree to discovery among themselves
at any time. In the absence of an agreement, a motion for
additional discovery shatl not be filed except as authorized by
this subpart.

{49 FR 48471, Dee. 12, 1984, added effective Feb, 11, 1985)

§ 1.688 Use of discovery,

(o) Ifotherwise admissible a party may introduce into evi-
dence, an answer to 8 written request for an admission or an
answer te a written interrogatory obtained by discovery under §
1.687 by filing a copy of the request for admission or the writien
interrogatory and the answer, If the answer relates o a party's
casc-in-chicf, the answer shall be filed prior o the close of
testimony of the party's casc-in-chief. If the answer relates 10
the party’s rebuttal, the admission or answer shall be filed prior
to the close of testimony of the party's case-in-rebuttal. Unless
otherwise ordered by an examiner-in-chicf, any written ohjec-
tion to the admissibility of an answer shall be filed within 1§
days of service of the answer,

(b) A party may not rety upon any other matier obtained by
discovery unless it is introduced into evidence under this sub-
part,

(49 FR 48471, Doc. 12, 1984, added effective Feb. 11, 1985]

§ 1.690 Arbitration of interfevences.

(n) Partics to a patent interference may determing the inter-
ference or any aspect thercof by arbitration, Such arbitration
shall be governed by the provisions of Title 9, United Stales
Code. The partics must notily the Board in writing of their
intention to arbitrate. An agreement to arbiteate must be in
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writing, specify the issues o be arbitrated, the name of the
arhitrator or a date not more than thinty (30) days afier the
execution of the agreement for the selection of the arbitrator,
and provide that the arbitrator’s award shall be binding on the
partics and that judgment thercon can be entered by the Board.
A copy of the agreement must be liled within twenty (20) days
after its execution, The partics shall be solely responsible (or the
selection of the arbitrator and the rules for conducting proceed-
ings belore the arbitrator, Issues not disposed of by the arbitra-
tion witl be resolved in accordance with the procedures estab-
lished in 37 CFR, Subpart E of Part 1, as determined by the
examiner-in-chicf,

(b) An arbitration proceeding under this section shall be
conducted within such time as may be authorized on a case-by-
case basis by an examiner-in-chiel,

(¢) An arbitration award will be given no consideration
unless it is binding on the partics, is in writing and slates in a
clear and definite manner (1) the issue or issucs arbitrated and
(2) the disposition of cach issue, The award may include a
statement of the grounds and reasoning in support thereol.
Unless otherwise ordered by an examiner-in-chief, the partics
shall give notice to the Board of an arbitration award by filing
within twenty (20) days from the date of the award a copy of the
award signed by the arbitrator or arbitrators, When an award is
timely filed, the awsrd shall, as to the partics to the arbitration,
be dispositive of the issue or issues to which it relates.

(d) An arbitration award shall not preclude the Office from
determining, patentability of any invention involved in the
iserference,

fAdded 52 FR 13838, Apr. 27, 1987}

7

Subpart ¥ - Extension of Patent Term

§ 1,700 Patents suhject to extension of ihe paient term,

() A patentis cligible for extension of the patent term if the
patent claims a product as defined in paragraph (b) of this
section, cither alone or in combination with other ingredicnts
that read on a composition that reccived permission for com-
mercial marketing or use, or a method of using such a product,
oramethodofmanufacwuring sucha product, and meets alt other
conditions and requirements of this subpart,

(b) The term “praduct” referred 1o in paragraph (a) of this
section means -

(1) The active ingredient of a new human drug, antibiotic
drug, or humian biological product (as those terms arc used in the
Federal Food, Drug, and Cosmetic Act and the Public Health
Service Act) including any salt or ester of the active ingredient,
as asingic emity or in combination with another active ingredi-
ent; or

(2) Theactive ingredientof anew animal drug or veterinary
hiological product (as those terms are used in the Federal Food,
Drug, and Cosmetic Act and the Virus-Serum-Toxin Act) that
is not primarily manufactured using recombinant DNA, recom-
hinant RNA, hybridoma technology, or other processes includ-
ing site specific genetic manipulation technigues, including any
salt or ester of the active ingredient, as a single entity or in
combingtion wiih another active ingredient; or
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(3) Any medical device, food additive, or color additive
subject o regulation under the Federal Food, Drug, and Cos-
metic Act.

[Added 52 FR 9394, Mar, 24, 1987, effective May 26, 1987;
amended, July 20, 1989, 54 FR 30375, effective Aug. 22, 1989

§ 1,720 Conditions for extension of patent term,

The term of a patent may be ¢xtended if:

(a) the patentclaims a product or a method of using or manu-
facturing & product as defined in § 1.710);

(b) the tlerm of the patent has never been previously extended
except for any interim cxiension issued pursuant to § 1.760;

(¢) an application for extension is submitted in compliance
with § 1.740;

(d) the product has been subject 10 a regulatory review
period as defined in 35 U.S.C. 156(g) before its commercial
marketing or usc;

(¢) the product has received permission for commercial
marketing or use and --

(1) The permission for the commercial marketing or use of
the product s the first received permission for commercial mar-
keting or use under the provision of law under which the
applicable regulatory review occurred, or

(2) In the case of a patent other than one direeted 10 subject
maiter within § 1.710(b)(2) claiming a method of manufactur-
ing the product that primarily uses recombinant DNA technol-
ogy in the manufacture of the product, the permission for the
commercial marketing or usc is the first received permission for
the commercial marketing or use of a product manufactured
under the process claimed in the patent,

() In the case of a patent claiming a new animal drug or a
veterinary biological product that is not covered by the claims
in any other patent that has been extended, and has reccived
permission for the commercial marketing or use in non-food-
producing animals and in food-producing animals, and was not
extended on the basis of the regulatory review period for use in
non-food-producing animals, the permission for the commer-
cial marketing or use of the drug or product after the regulatory
review period for use in food-producing animals is the first
permitted commercial marketing or use of the drug or product
for administration 1o a food-producing animal.

() The application is submitied within the sixty-day
pegiod beginning on the date the product [irst received permis-
sion for commercial marketing or use under the provisions of
law under which the applicable regulatory review period oc-
curred; or in the case of a patent claiming a method of manufac-
turing the product which primarily uses recombinant DNA tech-
nology in the manufacture of the product, the application for
extension is submitted within the sixty-day period beginning on
the date of the first permitted commercial macketing or use of a
product manulactured under the process claimed in the patent;
or in the case of a patent that claims a new animal drug or a
veterinary biological praduct that is not covered by the claims
in any other patent that has been extended, and said drug or
product has received permission for the commercial marketing
orusceinnon-food-producing animals, the application forexten-
sion is submitted within the sixty-day period beginning on the
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date of the first permitted commercial marketing or use of the
drug or product for administration o a food-producing animal;

(g) The termof the patent has not expired before the submis-
sion of an application in compliance with § 1,741; and

(h) No other patent term has been extended for the same
regutatory review period for the product.

[Added 52 FR 9395, Mar, 24, 1987, effective May 26, 1987, paras,
(e) & (f) amended, July 20, 1989, 54 FR 30375, cffective Aug. 22,
1989]

§ 1.730 Applicant for extension of patent term,
Any application for extension of a patent term must be sub-
mitted by the owner of record of the patent or its agent and must

comply with the requircments of § 1,740,
|Added 52 FR 9395, Mar. 24, 1987, effcctive May 26, 1987]

§ 1.740 Application for extension of patent ferm,
(a) An application for cxtension of patent term must be made

in writing to the Commissioner of Patents and Trademarks. A

formal application for the extension of patent term shall include:

(1) A complete identification of the approved product as by
appropriate chemical and generic name, physical structure or
characteristics;

(2) A complete identification of the Federal statute includ-
ing the applicable provision of law under which the regulatory
review occurred;

(3) An identification of the date on which the product re-
ceived permission for commercial markeung or usc under the
provision of law under which the applicable regulatory review
period occurred;

(4) In the case of & human drug product, an identification
of cach active ingredient in the product and as to cach active
ingredicnt, a statcment that it has not been previously approved
for commercial marketing or usce under the Federal Food Drug
and Cosmetic Act, the Public Health Service Act, or the Virug-
Serum-Toxin Act, or 4 statement of when the active ingredient
was approved lor commercial marketing or use (cither alone or
in combination with other aciive ingredients) the use for which
it was approved, and the provision of law under which it was ap-
proved.

(5) A statcment that the application is being submitted
within the sixty day period permitted for submission pursuant to
§ 1.720(F) and an identification of the date of the last day on
which the application could be submitted;

(6) A complcie identification of the patent for which an
cxtension is being sought by the name of the inventor, the patent
number, the date of issuc, and the date of expiration;

(7) A copy of the patent for which an exiension is being
sought, including the entire specification (including claims) and
drawings;

(8) A copy of any disclaimer, certificate of correction,
receipt of maintenance fee payment, or recxamination certifi-
cate issued in the paient;

(9) A statement that the patent claims the approved product
or a method of using or manufacturing the approved product,
and a showing which lists cach applicable patent claim and
demonstrates the manner in which each applicable patent claim
reads on the approved product or amethod of using or manulac-
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turing the approved product;

(10) A statement beginning on a new page, of the refevant
dates and information pursuant to 35 U.S.C. 156{g) in order to
enable the Sccretary of Health and Human Services or the
Secretary of Agriculture, as appropriate, to determine the appli-
cable regulatory review period as follows:

(@) For a patent that claims a human drug, antibiotic, or
human biological product, the effective date of the investiga-
tional new drug (IND) application and the IND number; the date
on which a new drug application (NDA) or a Product License
Application (PLA) was initially submitted and the NDA or PLA
number and the date on which the NDA was approved or the
Product License issuced;

(i) For a patent claiming a new animal drug, the date a
major health or environmental cffects test on the drug was
initiated and any avaitable substantiation of the date or the date
of an exemption under subsection (§) of scction $12 of the
Federal Food, Drug, and Cosmetic Act became cffective for
such animal drug; the date on which a new animat drug applica-
tion (NADA) was initially subimitted and the NADA number;
and the date on which the NADA was approved;

(iii) For a patent claiming a veterinary biological product,
the date the authority to prepare an experimental biological
product under the Virus-Serum-Toxin Act became cffective;
the date an application for a license was submitted under the
Virus-Scrum-Toxin Act; and the date the license issucd;

(iv) For a patent claiming a food or color additive, the date
amajor health or environmental effects test on the additive was
initiated and any available substantiation of that date; the datc on
which a petition for product approval under the Federal Food,
Drug and Cosmetic Aci was initially submitted and the petition
number; and the date on which the FDA published a Federal
Register notice tisting the additive for use;

(v) For a patent claiming a medical device, the effective

date of the investigational device exemption (IDE) and the IDE .

number, il applicable, or the date on which the applicant began
the firstctinical investigationinvolving the device if no IDE was
submitted and any available substantiation of that date; the date
on which the application for product approval or notice of
completion of a product development protocol under section
515 of the Federal Food, Drug and Cosmetic Act was initiatly
submitted and the number of the application; and the date on
which the application was approved or the protocol declared to
be completed.

(11) Abricf description beginning on ancw page of the sig-
nificant activitics undertaken by the marketing applicant during
the applicable regulatory review period with respect to the ap-
proved product and the sigaificant dates applicable o such
activitics;

(12) A statement beginning on a new page that in the
opinion of the applicant the patent is eligible for the exiension
and a statement as 10 the length of extension claimed, including
how the length of exiension was determined;

(13) A statement that applicant acknowledges a duty to
disclose to the Commissioner of Patents and Trademarks and
the Sceretary of Health and Human Services or the Sceretary of
Agriculture any information which is material to the determing-

Rev. 13, Nov. 1989



§ 1.741

tion of entitlcment to the extension sought (see § 1.765),

(14) The prescribed fee for receiving and acting upon the
application for extension (see § 1.20(n));

(15) The name, address, and telephone number of the
person (o whom inquirics and correspondence relating to the ap-
plication for patent term extension are (0 be directed,;

(16) A duplicatc of the application papers, certified as such;
and

(17) An oath or declaration as sct forr n paragraph (b) of
this section,

(b) Any oath or deciaration submitted in compliance with
paragraph (a) of this scction must be signed by the owner of
record of the patent or its agent, specifically identify the papers
and the patent for which an extension is soughtand aver that the
person signing the oath or declaration:

(1 Is the owner, an official of a corporate owner authorized
to obligate the corporation, or & patent attorney or agent author-
ized 1o practice before the Patent and Trademark Office and who
has general authority from the owner 10 act on behalf of the
owner in patent matters.,

(2) Hasreviewed and understands the contents of the appli-
‘ation being submitted pursuant to this section;

(3) Belicves the patent is subject 1o extension pussuant {0 §
1710,

(4) Belicves an cxtension of the length claimed is justificd
under 35 U.S.C. 156 and the applicable regulations; and

(5) Belicves the patent for which the extension is being
sought meets the conditions for extension of the tentof a patent
as set forth in § 1,720,

(c) il any application for extension of patent term submiued
pursuant io this section is held o be informal, applicant may
scek o have that holding reviewed by filing a petition with the
required fee, as necessary, pursuant to 1,181, 1,182 or 1,183, as
appropriate, within such time as may be setin the notice that the
application has beea held to be informal, or if no time is set,
within one month of the date on which the application was held
informal. The time periods sct forth hercin are subject 10 the
provisions of 37 CFR 1.136,

[Added 52 FR 9395, Mar. 24, 1987, effective May 26, 1987, para,
(u) amended July 20, 1989, 54 FR 30375, cffective Aug, 22, 1989]

§ 1,741 Filing dute of application,

(a) The filing date of an application lor extension of patent
term is the date on which & complete application is received in
the Patent and Trademark Office or filed pursuant Lo the “Cer-
tificate of Mailing” provisions of 37 CFR {.8 or“Express Mail”
provisions of 37 CFR .10,

A complete application shall include:

(1) An identification of the approved product;

(2) An identification of cach Federal statute under which
regulatory review occurred;

(3) Anidentitication of the patent for which an extension is
being sought;

(4) An identification of cach claim of the patent which
claims the approved product or a method of using or manufac-
wring the approved product;

(5) Sufficient information to cnable the Commissioner to
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determine under 35 U.S.C. 156 subscctions (a) and (h) the
cligibility of a patent for extension and the rights that will be
derived from the extension and information 1o cnable the
Commissioner and the Sceretary of Health and Human Services
or the Secretary of Agriculture to determinge the length of the
regulatory review period; and

(6) A brief description of the activitics undertaken by the
marketing applicant during the applicable regulatory review
period with respect to the approved product and the significant
dates applicable to such sctivities.

(b) If any application submitted pursuant to this section is
held to be incomplete, applicant may seck to have this holding

reviewed under § 1,181,
[Added 52 FR 9396, Mar. 24, 1987, effective May 26, 1987; para
(8) amended 54 FR 30375, July 20, 1989, effective Aug, 22, 1989]

§ L7850 Determination of eligibility for extension of
patent term

A determination as o whether a patent is ¢ligible for
extension may be made by the Commissioner solely on the basis
of the representations contained in the application for extension
filed in compliance with § 1.740. This detcrmination may be
delegated to appropriate Patent and Trademark Office officials
and may be made at any time before the centificate of extension
is issucd. The Commissioner or other appropriate officials may
require from applicant further information or make such inde-
pendentinguiries as desired before a final determinationis made
on whether a patent is eligible for extension. A notice will be
mailed to applicant containing the determination as to the
cligibility of the patent for extension and the period of time of
the extension, if any. This notice shall constitute the final
determination as o the cligibility and any period ol extension of
the patent. A single request for reconsideration of a final
determination may be made if filed by the applicant within such
time as may be set in the notice of final determination or, if no
time is set, within one month from the date of the final determi-
nation, The time periods st forth herein are subject o the
provisions of 37 CFFR 1.136.

[Added 52 FR 9396, Mar. 24, 1987, effective May 26, 1987

§ 1.760 Interim extension of patent ferm,

An applicant who has fited a formal application for ¢xten-
sion in compliance with § 1,740 may request one or more
interim extensions for periods of up 1o one year each pending a
final determination on the application pursuant 1o § 1.750. Any
such request should be filed at least three months prior to the
expiration date of the patent. The Commissioner may issue
interim extensions, without a request by the applicant, for
periods of up (o0 one year cach until a final determination is
made. The patent owner or agent will be notified when an
interim extension is granted and notice of the ecxtension will be
published in the Official Gazeute of the Patent and Trademark
Office. The notice will be recorded in the official file of the
patent and will be considered as part of the ariginal patent, Inno
cvent will the interim extensions granted under this section be
longer than the maxinm period {or extension to which the
applicant would be cligibie,

[Added 52 FR 9396, Mar. 24, 1987, effecuive May 26, 1987]
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§ 1.765 Duty of diselosure in pafent term extension
preceedings.

(@) A duty of candor and good faith toward the Patent and
Trademark Office and the Sccretary of Health and Human
Services or the Sceretary of Agriculture rests on the patent
owner or its agent, on cach attorney or agent who represents the
patent owner and on every other individual who is substantively
involved onbehalfof the patentowner ina patent term extension
proceeding. All such individuals who are aware, or become
aware, of maicrial information adverse 10 a determination of
entitlement to the extension sought, which has not been previ-
ously made of record in the patent term extension proceeding
must bring such information to the atiention of the Office or the
Secretary, as appropriate, in accordance with paragraph (b) of
this scction, as soon as itis practical to do so after the individual
hecomes aware of the information. Information is material
where there is a substantial likelihood that the Office or the
Sceretary woulid consider it important in determinations (o be
made in the patent term extension proceeding,.

() Disclosures pursuant o this section must be accompa-
nicd by a copy of cach written document which is being
disclosed. The disclosure must be made 10 the Office or the
Sceretary, as appropriate, unless the disclosure is material 0
determinations to be made by botl the Office and the Secretary,
in which case duplicate copies, certified as such, must be filed
inthe Office and with the Secretary. Disclosures pursuant 1o this
section may be made o the Office or the Secretary, as appropri-
ate, through an sttorney or agent kaving responsibility on behalff
of the patent owner or its agent for the patent ter extension
proceeding or through a patent owner acting on his or her own
behalf. Disclosure to such an sttorney, agent or patent owner
shall satisfy the duty of any other individual, Such an attorney,
agentor pateni owner has no duty to transmit information which
is not material to the determination of entitlement to the exten-
sion sought.

(¢) No patent will be determined cligible for extension and
no extension will be issued if it is determined that fraud on the
Office or the Secretary was practiced or attempted or the duty of
disclosure was violated through bad faith or gross negligence in
connection with the patent term extension proceeding. If it is
established by clear and convincing evidence that any fraud was
practiced or attempted on the Office or the Secretary in connec-
tion with the patent icrm extension proceeding or that there was
any violation of the duty of disclosure through bad faith or gross
negligence in connection with the patent term exiension pro-
ceeding, a final determination will be made pursuant to § 1,750
that the patent is not cligible for extension,

(f) The duty of disclosure pursuant to this section rests on the
individuals identificd in paragraph (a) of this seetion and no
submission on behalf of third parties, in the form of protests or
otherwise, will be considered by the Office. Any such submis-
sions by thisd parties to the Office will be returned to the party
making the submission, or otherwise disposed of, withow
consideration by the Office.

[Added 52 FR 9396, Mur. 24 1987, effective May 26, 1987, para
(0) amended 54 FR 30375, July 20, 1989, elfective Aug, 22, 1989]
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§ 1.770 Express withdrawal of application for extension
of patent term.

An application for cxtension of patent term may be ex-
pressly withdrawn before a determination is made pursuant to §
1.750 by filing in the Office, in duplicate, a written declaration
of withdrawal signed by the owner of record of the patent or its
agent. An application may not be expressly withdrawn after the
date permitted for response to the final determination on the
application. An express withdrawal pursuant 1o this scction is
ceffective when acknowledged in writing by the Office. The
filing of an express withdrawal pursuant to this section and its
acceptance by the Office does not entitie applicant to a refund
of the filing fee (§ 1.20(n)) or any portion thereol.

[Added 52 FR $397, Mar. 24 1987, effective May 26, 1987)

§ 1.775 Calculation of patent term extension for a human
drug, antibiotic drug or human biological
product.

(@) If a determination is made pursuant 10 § 1.750 that a
patent for a human drug, antibiotic drug or human biological
product is cligible for extension, the term shall be extended by
the time as calculated in days in the manner indicated by this
section. The patent term extension will run from the original
expiration date of the patent or any carlicr date set by terminal
disclaimer (§ 1.321).

(b) The term of the patent for a human drug, antibiotic drug
or human biological product will be extended by the length of
the regulatory review period for the product as determined by
the Secretary of Health and Human Services, reduced as appro-
priate pursuant 1o paragraphs ()(1) through (d)(6) of this
section,

(¢) The length of the regulatory review periad for a human
drug, antibiotic drug or human biological product will be
determined by the Secretary of Health and Human Services.
Under 35 U.S.C. 156(g)(1)(B), it is the sum of --

(1) The number of days in the period beginning on the date
an exemption under subscetion (i) of section 505 or subsection
() of section 507 of the Federal Food, Drug and Cosmetic Act
became elfective for the approved human drug product and
ending on the date an application was initially submitted for
such product under those sections or under section 351 of the
Public Health Service Act; and

(2) The number of days in the period beginning on the date
the application was initially submitted for the approved product
under section 351 of the Public Health Scervice Act, subsection
(b) of section 505 or section 507 of the Federal Food, Drug, and
Cosmetic Act and ending on the date such application was
approved under such section,

(d) The term of the patent as extended for a human drug,
antibiotic drug or human biological product will be determined
by —

(1) Subtracting from the number of days determined by the
Secretary of Health and Human Services to be in the regulatory
review period:

(i) The number of days in the periods of paragraphs (¢)(1)
and (¢)(2) of this section which were on and before the date on
which the patent issued;
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(ii) The number of days in the periods of paragraphs (c)(1)
and (¢)(2) of this scction during which it is determined under 35
U.S.C. 156(d)(2)(B) by the Sceretary of Health and Human
Services that applicant did not act with duc diligence;

(iii) Onc-half the number of days remaining in the period
defined by paragraph (¢)(1) of this scction after that period is
reduced in accordance with paragraphs (d)(1)(@) and (ii) of this
section; half days will be ignored for purposes of subtraction;

(2) By adding the number of days determined in paragraph
(d)(1) of this scction to the original crm of the patent as
shortened by any terminal disclaimer;

(3) By adding 14 years to the date of approval of the
apphication under scction 351 of the Public Health Service Act,
or subscction (b) of section 505 or section 507 of the Federal
Food, Drug and Cosmetic Act;

(4) By comparing the dates for the ends of the periods
obtained pursuant to paragraphs (d)(2) and (()(3) of this section
with cach other and sclecting the carlicr date;

(5) If the original patent was issued after September 24,
1984,

(i) By adding 5 years to the original expiration date of the
patent or any carlier date set by terminal disclaimer; and

(ii) By comparing the dates obtained pursuant to para-
graphs (d)(4) and {d)(5)() of this section with cach other and
sclecting the earlier date;

(6) It the original patent was issucd belore September 24,
1984, and

(i) I no request was submitted for an exemption under sub-
section (i) of scction 503 or subsection (d) of section 507 of the
Federal Food, Drug and Cosmetic Act belore Seplemiber 24,
1984, by -

(A) Adding § years to the original expiration date of the
patent or carlier date st by terminal disclaimer; and

(B) By comparing the dates obtained pursuant to para-
graphs (d)(@) and (d)(6)(D)(A) of this section with cach other and
selecting the carlier date; or

(i) I a request was submitted for an exemption under sub-
section (i) of section 503 or subsection (d) of section 507 of the
Federal Food, Drug, or Cosmetic Act before September 24,
1984 and the commercial marketing or use of the product was
not approved hefore September 24, 1984, by -

(A) Adding 2 ycars to the original expiration date of the
patent or carlier date set by terminal disclaimer, and

(B) By comparing the dates obtained pursuant to para-
graphs (d)(4) and W)G6)ii)A) of this section with cach other
and sclecting the carlier lifing date.

[Added 52 FR 9397, Mar. 24 1987, effective May 26, 1987}

§ 1.776 Calculation of patent term extension for & food
additive or color additive,

(@) i a determination is made pursuant o § 1.750 that o
patent for a food additive or color additive is cligible for
cxtension, the term shall be extended by the time as caleulated
indays in the manner indicated by this section, The patent term
extension will rus from the original expiration date of the patent
or carlicr date set by teeminal disclaimer (§ 1.321).

(b) The term of the patent for a food additive or color

Rev. 13, Nov. 1989

MANUAL OF PATENT EXAMINING PROCEDURE

additive wilt be extended by the length of the reguiatory review
period for the product as determined by the Secretary of Health
and Human Scrvices, reduced as appropriate pursuant to para-
graphs (d)(1) through (4)(6) of this scction.

(¢) The length of the regulatory review period for a food
additive or color additive will be determined by the Secretary of
Health and Human Services. Under 35 U.S.C. 156(g)(2)(B), it
is the sum of -

(1) The number of days in the period beginning on the date
amajor health or environmental effects test on the additive was
initiated and ending on the date a petition was initially submitted
with respect to the approved product under the Federal Food,
Drug, and Cosmectic Actrequesting the issuance of a regulation
for usc of the product; and

(2) The number of days in the period beginning on the date
a petition was initially submitted with respect to the approved
product under the Federal Food, Drug and Cosmetic Act re-
guesting the issuance of a regulation for use of the product, and
ending on the date such regulation became effective or, il
objections were filed to such regulation, ending on the date such
objections were resolved and commercial marketing was per-
mitted or, it commercial marketing was permitted and later
revoked pending further proceedings as a result of such objec-
tions, ending on the date such proceedings were finally resolved
and commercial marketing was permitted.

(d) The term of the patent as extended for a food additive or
color additive will be determined by

(1) Subtracting from the number of days determined by the
Sceretary of Health and Human Services to be in the regulatory
review period:

(i) The number of days in the periods of paragraphs (¢)(1)
and (¢)(2) of this section which were on and before the date on
which the patent issued;

(i) The number of days in the periods of paragraphs (c)(1)
and (¢)) of this section during which it is determined under 35
U.S.C. 156(d)(2)(B) by the Sceretary of Flealth and Human
Services that applicaat did not act with duc diligence;

(iii) The number of days cqual to one-half the number of
days remaining in the period defined by paragraph (¢)(1) of this
section after that period is reduced in accordance with para-
graphs (d)(1) (i) and (ii) of this section; half days will be ignored
for purposes of subtraction;

(2) By adding the number of days determined in paragraph
()(1) of this scction to the originai term of the patent as
shortened by any terminal disclaimer;

(3) By adding 14 ycars to the date a regulation for use of the
product became cffective or, if objections were filed to such
regulation, to the date such objections were resolved and com-
mercial marketing was permitted or, if commercial marketing
was permitted and later revoked pending further proceedings as
a result of such objections, to the date such proceedings were
finally resolved and commercial marketing was permitted;

(4) By comparing the dates for the ends of the periods
obtained pursuant to paragraphs (d)(2) and (d)(3) of this section
with cach other and sclecting the carlier date;

(5) If the original patent was issucd after Scptember 24,
1984,
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(i) By adding 5 years to the original expiration datc of the
patent or carlicr date set by terminal disclaimer; and
(ii) By comparing the dates obtained pursuant o para-
graphs (d)(4) and (d)(5)(i) of this scction with cach other and
selecting the carlier date;
(6) If the original patent was issucd before September 24,
1984, and
(i) f no major health or cnvironmental cffects test was
initiated and no petition for a regulation or application for
registration was submitted before September 24, 1984, by
(A) Adding 5 years to the original cxpiration date of the
patent or carlier date set by terminal disclaimer, and
(B) By comparing the dates obtained pursuant to para-
graphs (d)(4) and (d)(6)(i)(A) of this section with cach otherand
sclecting the carlier date; or
(i) If a major health or environmental effects test was
initiated or a petition for a regulation or application for registra-
tion was submitted by September 24, 1984, and the commercial
markcting or usc of the product was not approved before
Seplember 24, 1984, by --
(A) Adding 2 years to the original expiration date of the
patent or earlier date set by terminal disclaimer, and
(B) By comparing the dates obtained pursuant to para-
graphs (d)(@) and (d)(6)(ii)(A) of this section with cach other
and selecting the carlier date.
iAdded 52 FR 9397, Mar. 24, 1987, effective May 26, 1987]

§ 1.777 Calealation of patent term extension for o
medical device.

(a) I & determination is made pursuant o § 1.750 that a
patent for a4 medicat device is cligible for extension, the erm
shall be extended by the time as calculated in days in the manner
indicated by this section, The patent term extension will run
from the original cxpiration date of the patent or carlier date as
set by terminal disclaimer (§ 1.321),

(h) The term of the patent for a medical device will be
cxtended by the length of the regulatory review period for the
product as determined by the Sceretary of Health and Human
Services, reduced as appropriage pursuant to paragraphs (d)(1)
through (()(6) of this section,

(¢) The length ol the regulatory review period for a medical
device will be determined by the Secretary of Health and Human
Services. Under 35 U.S.C. 156(2)(3)(B), it is the sum ol

(1) The number of days in the period beginning on the date
a clinical investigation on humans involving the device was
begun and enrding on the date an application was initially
submitted with respect to the device under section 515 of the
Federal Food, Drag, and Cosmetic Act; and

(2) The number of days in the period beginning on the date
the application was initially submitted withrespect to the device
under section 515 of the Federal Food, Drug, and Cosmetic Act,
and ending on the date such application was approved under
such Act or the period beginning on the date a notice of
completion of a product development protocol was initially
submitted under section S15(0(S) of the Act and ending on the
date the protocol was dectared completed under section
S15(0(6) of the Act.
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(d) The term of the patent as extended for a medical device
will be determined by --

(1) Subtracting from the number of days determined by the
Sccretary of Health and Human Services to be in the regulatory
review period pursuant to paragraph (¢) of this section:

(1) The number of days in the periods of paragraphs (¢)(1)
and (¢)(2) of this scction which were on and before the date on
which the patent issucd,;

(i) The number of days in the periods of paragraphs (¢)(1)
and (¢)(2) of this section during which itis determined under 35
U.S.C. 156(d)(2)(B) by the Sccretary of Health and Human
Services that applicant did not act with due diligence;

(iii) Onc-hatf the number of days remaining in the period
defined by paragraph (c)(1) of this section after that period is
reduced in accordance with paragraphs (d)(1) (i) and (i) of this
section; half days will be ignored for purposes of subtraction;

(2) By adding the number of days determined in paragraph
(1) of this scction to the original term of the patent as
shortencd by any teeminal disclaimer;

(3) By adding 14 yecars to the date ol approval of the
application under scction 515 of the Federal Food, Drug, and
Cosmetic Act or the date a product development protocol wis
declared completed under section 515(0(6) of the Act;

(4) By comparing the dates for the ends of the periocs
obtained pursuant to paragraphs (()(2) and (D@3) of this section
with cach other and selecting the carlier date;

(5) Il the original patent was issucd alter September 24,
1984,

(i) By adding 5 years to the original expiration date of the
patent or carlier date set by terminal disclaimer; and

(ii) By comparing the dates obtained pursuant o para-
graphs (d)(4) and (d)(5)() of this section with cach other and
sclecting the carlier date;

(6) Il the original patent was issued before September 24,

1984, and

(i) I no clinical investigation on humans involving the
device was begun or no product development protocol was
submitted under section 5 15(0)(S5) of the Federal Food, Drug and
Cosmctic Act before Scptember 24, 1984, by --

(A) Adding § years to the original expiration date of the
patent or carlicr date sct by terminal disclaimer and

(B) By comparing the dates obiained pursuant to para-
graphs (d)(@) and (d)}(6)(i)(A) of this section with cach otherand
selecting the earlier date; or .

(i) I a clinical investigation on humans involving the
device was begun or a product development protocol was
submitted under section S15(D(5) of the Federal Food, Drug,
and Cosmetic Act before September 24, 1984 and the commer-
cial marketing or use of the product was not approved before
September 24, 1984, by

(AY Adding 2 years 10 the original expiration date of the
patent or carlier date set by terminat disclaimer, and

(B) By comparing the dates obtained pursuant 1o para-
graphs (d)(@) and (d)(6)(i)(A) of this section with cach other
and sclecting the carlicr date.

fAdded 52 FR 9398, Mar. 24 1987, effective May 26, 1987)
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§ 1,778 Caleulation of patent term extension for an antmal
drug product.

(a) I a determination is made pursunnt 10 § 1,780 that a
patent for an animal drng is cligible for extension, the term shall
be extended by the time as calenlated in days in the manner
indicated by this section. The patent term exiension will run
fromthe original expirntion date of the patent or any earlier date
set by eeminal disclaimer (§ 1.321).

(b) The term of the patent for an animal drug will be
extended by the length off the regnlatory review period for tho
drug as determined by the Secrctary of Health and Human
Scrvices, reduced as approprinte pursaant to paragraphs (d)(1)
throngh ()(6) of this seetion,

{¢) The tength of the regulntory review period for an animal
drug will be determined by the Seeretary of Health and Human
Services, Under 35 ULS.C. 156(g)@)(R), it is the sum of --

(DY The number of days in the period beginning on the earlier
of the date a major health or environmental effects test on the
deug was initinted or the date an exemption under subsection (j)
of section §12 of the Federal Food, Dmg, and Cosmetic Act
became effective for the approved animad drug and ending on
the date an application was initially submitied for such animal
drugunder section 512 of the Federal Food, Brug, and Costietic
Act; ol

(2) The number of days in the period beginning on the date
the application was initinlly submiied for the approved animal
drug under subsection (b) of section 512 of the Federal Food,
Drug, and Cosmetic Act and ending on the date such application
was approvadd under such seetion,

(@ The term of the patent as extended forananisnad drug will
be determined by --

(1) Subtracting from the number of days determined by the
Secretary of Health and Human Seevices to be in the regulitory
review period:

(i) The number of days in the periods of parageaphs (€)(1)
and (¢)(2) of this section that were on and before the date on
which the patent issued;

(i) The number of days in the periods of paragraphs (€(1)
and ()(2) of this section during which it is determined under 35
US.C. 156()(2)(B) by the Scerctary of Health and Human
Services that applicant did not act with due diligenee;

(i11) One-half the number of days remaining in the period
defined by paragraph (€)(1) of this seetion aner that period is
reduced in accordance with paragraphs (D) and

(i) of this section; half days will be ignored for purposes
of subtraction;

(2) By adding the number of days determined in paragraph
(D of this section to the original term of the patent as
shottened by any terminal disclaimer;

(3) By welding 14 years 10 the date of approval of the
application under section 512 of the Federal Food, Drug, and
Cosmelic Act

) By comparing the dates for the ends of the periods
obained purstant o paragraphs (D2 and (D) of this section
with each other and selecting the carlier daose;

(3) I the original patent was issued after November 16,
1URK, by .-
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(1) Adding § years to the original expirition date of the
patent or any carlier date set by ternringd dischiimer; and

(i) Comparing the dotes obtained pursiant to parageaphs
(BE) and (DS of this section with each other and selecting
the ecarlier date;

(6) Il the original patent was issucd before November 16,
1988, and .

(i) It no major health or environmental effuets test on the
drug was initinted and no request was submitted for an exemp-
tion wundor subsection (§) of section §12 of the Federal Food,
Deug, andd Cosmetic Act before November 16, 1988, by --

(A) Adding § years to the originai expiration date of the
patent or cartier date st by weminal disclaimer; and

(B Comparing tho datas obtnined pursuant o paragraphs
(D and (MHGID(A) of this section with each other and select-
ing the carlier date; or

(it) ¥ a major health or envitonmental effects st was

initiated or & reguost for an exemption under subsection (§) of

seetion $12 of the Faderal Food, Deag, and Cosmaotic Act was
submitted bofore November 16, 1088, awd the application for
commerecinl marketing or use of tho animal drug was not
approved heforo November 16, 1988, by --

(A) Adding 3 yoars (o the original expiration date of the
patent or catlicr date sot by eeminal disclaimer, and

(B) Comparing the dutes obtuined pussuant 1o paragraphs
(D) and (GOEDH(A) of this section with cach other and
selecting the earlier dato,

{Added July 20, 1989, 51 FR 30375, offoctive Aug. 22, 1089)

§ 1779 Calewlation of patent term extension for a
veterinary biologleat product,

() 1 o determination is made pursuant o § 1,750 that o
patent for a veterinary biological product is eligible for oxten-
sion, the ternrshail bo extended by the time as caleudated in days
in the manner indicated by this section. Tho patent term exten-
sion will eun from the original expiration date of the patent or
any carlior date set by terminal disclaimer (§ 1.321),

() 'The term of the patent for a veterinary biological product
will be extended by the Tength of the regulatory review period
for the product as dotermined by the Secretavy of Agriculture,
reduced as appropriate purstant to pazagraphs (DCH through
((D(6) of this section,

(©) The length of the regulatory review period for o veteri-
nary biological product will be: determined by the Secretary of
Agriculture, Under 35 US.C. 156(g)(5)B)Y, it is the sum of --

(1The number of days in the period beginning on the date
the mathority to prepare an expecimental bictogical product
under the Virus-Serum-"Toxin Act became effective and ending
on the date an application for a license was submitted under the
Virus-Serum-"Toxin Act; and

(2) The number of days in the period beginning on the date
anapplication tor a license was initially submitted tor approval
under the Vieus-Serum-Toxin Act amd encling on the date such
license was issued.

(D The term of the patent as extended for o veterinaey
biological product will be deterained by--

(D Subtracting from the number of days determined by the

R-94




PATENT RULES

Secretary of Agricuiture to be in the regulatory review period:

() The nmuber of days in the periods of paragraphs (©)(1)
and () of this section that were on and before the date on
which the patent issusd;

(it) ‘The number of days inthe periods of paragraphs (1)
and ()2 of this section during which it is determined under 35
US.CL SO by the Socrctary of Agriculture that appli-
cant did not act with due diligenco;

(iii) One-hatf the number of days renwining in the period
defined by parageaph (€)(1) of this section after that period is
reduced inaccordance with paragraphs (O(DG) and (i) of this
section; hall days will be ignored for purposes of subtraction;

(2) By adding the namber ol days dotermined in paragraph
(WD) of this soction to the original wem ol the patent as
shortened by any terminal disclaimer;

(3) By adding 14 yearsto the date of the issuance of aliconse
under the Vieus-Serum-Toxin Act;

(H) By comparing the dates for the eads of the periods
abtained pursuant o pacagraphs (D2 and (HEYof this section
with oach other and selecting tho earlier dite;

(5) If thw original patent was issucd after November 16,
1988, by --

(1 Adiding § years 0 the original expiration date of the
patent or any carlier date set by terminal disclaimer; and

(i) Comparing the dates obtained pugsuant o paragraphs
() and (@S of this section with eaclv othor and soleeting
the earlier date;

(6) I the original patent was issued belore November 16,
1988, and

() 1 o reguest for the anthority to prepare an experinen-
tal biological product under the Virus-Serum-Toxin Act was
submitted before November 16, 1988, by -«

(A) Adding 5 yems to the original expiration date of the
patent or eaclier date set by terminal disclnimer; and

() Comparing the dates obtained pursaant to paragraphs
W) and GHEOXDA) of this section with oach other and
selecting the carlier dae; or

(4i) M reqquest for the authority o prepare anexperimental
biotogical product uader the Virus-Serum-"Toxin Act was sub-
ntitted belore November 16, 1988, and the commercial market-
ing or use of the product was notapproved before November 10,
{URR, by --

(A) Adding 3 years to the original expiration date of the
patert or cartiee dute set by terminal diselaimer; and
(1) Comparing the dates obfained pursnant 1o pacagraphs
(D) and GOEOWEDAY of this section with cach other and
selecting the carlier date,
[Added S8 FR J0875, July 20, 1080, effective Aug, 23, 1989

§ L7800 Certificate of extension of patent term,

I adetermination is made parsnant to § 1756 that a patent
ix eligible for extension atd that the teom of the patent is (o be
extended, acerificate of extension, under seal, witl be issued to
e applicant tor the extension of the patent (erm, Such eertili-
cate will be cecorded in the ofticint file of the patent and will be
considered as part of the oviginal patent, Notification ol the
issuance of the certificate of extension will be published in the
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Ofticinl Gazette of the Patent and Trademark Office. Nocertifi-
cate of oxtension will be issued i the term of the patent cannot
b extended, even though the patent is otherwise determined to
be eligibla for extension. u such sitaations the Ginal determing-
ton made pursuant to § 1,750 witl indicate that no centiticate
will issue,

[Added 52 FR 9399, Mar, 24 1987, offective May 26, 1987}

§ L785 Multiple applications for extension of tevm of
the same patent or of different patents for the
sane regulatory review period for a product

(a) Only one patent may be extended toraregulatory roview
period forany produet (8 1.720(g)). 1 mora than one application
for oxtension of the same patent is filed, the cortificate of
extension of patent term, {0 appropriate, will be issued based
wpon the fiest tiled application for extension,

(b)Y 1 more than one application for extension is filed by o
single applicant which secks the extension of the term ot two or
mure putents based upon tha same regulntory review poriod, and
the applications are otherwise eligible for extension puesuant to
the requirement of this subparet, in the absence of an election by
the applicant, the cedtificate of oxtension of patent ter, it ap-
proprinte, will be issued upon the application (or extension of
the patent having the cacliost date of issuance of those patents tor
which extension is sought,

(©) 11 an application for extension is filed which secks the
oxtension of the term ota patent basod upon the same regutatory
review pertod as that eelicd upon inone or more applications for
extension pursuant to the wequircments of this subpart, the
cortificate of extension of patent term will be issued on the
application onty if -

(D The applicant tor oxtension is the holder of the regula-
tory approval geanted with rospect to the regulatory roview
period, or

(2) The holder of the regulatory approval granted with
respect to the regulitory review pericd is not an applicant angd
the applicant tor extension holds express and exclusive authori-
zation trom the holder of the regulatory approval to rely upon
the regulatory review period as the basis or the application for
extension, or

(3) The holder of the regulntory approval granted with
respect 10 the ropulatory raview period is not an apphicantasa no
applicant for extension holds an oxpross and oxelusive authori-
aation from the holder of the rogalatory approval to vely upon
the regulatory reviow period as the basis for the application lor
extension and the application is (or extension of the patent
having the carliest date ol issuance of thoso patents for which
extension is sought based upon the same regutatory roview
period.

(Y An application for extension shall be considered com-
plete and formal regardloss of whether itcontaing tho identilica-
tionof the holder of the regulatory approval granted with respect
totheregulatory roview period orexpross and exctusive anthori-
zation from the holder of the regulatory approval to rely on the
regulatory review period for oxtension. When an application
contins such intormation, or is amewded o contain such
information, it will be considered in determining whether an
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application is cligible for an extension under this section, A
request may be made of any applicant to supply such informa-
ton within a non-extendable period of not less than one (1)
month whenever maltiple applications for extension of more
than one patent are received and rely upon the same reguiatory
review period. Failure to provide such intormation within the
period for response set shall be regarded as conclusively estab-
lishing that the applicant is not the holder of the regulatory
approval and is not exprossly and exclusively authorized by the
holder of the regulatory approval o seek the extension being
sought,

(<) Deterninations made under this section shatl be included

inthe notice of final determination of eligibility for extension of

the patent ter pursuant 1o § 1.750 and shall be reparded as part
of that detesmination,

{Added 52 FR 9398, Mur, 24 1987, effective May 26, 1987, para.
(b) amended 54 FR 30378, July 20, 1989, effective Aug. 22, 1989]

Subpart G - Biotechnology lnvention
Disclosures

Beposit of Biotopical Material

§ LEOT Biofogical material,

For the purposes of these regulations pertaining 10 the de-
posit of hiological material for purposes of patents for inven-
tions under 35 US.C. 101, the term biological material shall
inchle material thatis capable of self-replication cither directly
arindirectly, Representative examples include bacteria, fungi
including yeast, algne, protozoa, cukaryotic cells, cell lines,
hybridomas, plasmids, viruses, plant tissue cells, lichens and
seeds, Viruses, vectors, cell organelles and other ton-living
material existing in and reproducible from a living cell may be
deposited by deposit of the host cell capable of repraducing the
non-living magerial,

[Added 54 FR 34880, Aug. 22, 1989, offective Jan. 1, 1990)

§ 1802 Need or Opportunity to make a deposit.

(1) Where an invention is, or relies on, a biological material,
the disclosure may include reference 10 o deposit of such
hiological material.

(1) Biological material necd not be deposited uniess access
to such materinl is necessary for the satistaction of the statutory
requiremients for patentability under 35 ULS.C. 112, Iadeposit
is neeessary, it shatl be acceptable if made in accordanee with
these regnlitions,  Biotogical material need not be deposited,
mter alia, i itis known and readily available o the public or can
he made or isolated without undue experimentation,  Onee
deposited in a depository complying with these regulations, &
biological material will be considered o be readily available
even thongh some requirement of taw or regolation of the
United States or of the country in which the depository institu-
tion is loeated permits aceess to the material only under condi-
tiony imposcd for safety, public health or similar reasons.

() The reference to a biological material in a specitication
disctosie or the actual deposit of such naterial by an applicant
or patent owner does not create any presumption that such
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material is necessary to satisty 35 US.CL 112 or that deposit in
accordance with these regulations is or was required,
{Added 54 FR 34880, Aug. 22, 1989, effective Jan, 1, 1990]

§ LE0I Acceptable depository,

(%) A deposit shatt be recognized for the purposes of these
regulations if made in

(1) any International Depositary Authority (IDA) as estab-
lished wnder the Budapest Treaty on ihe tternational Recogni-
tionof the Depositof Microorganisms for the Purposes of Patent
Procedure, or

(2) any other depository recognized (o be snitable by the
Office. Suitability will be determined by the Commissioner on
the basis of the administrative and technical competence, and
agreemient of the depository to comply with the terms and
conditions applicable to deposits for patent purposes,  The
Commissioner may seck the advice of impartial consultants on
the suitability of adepository. The depository must:

() Have a continnons existencs;

(i1) Lxist independent of the control of the depositor;

(ii1) Possess the staft and facilities sulficient to examing
the viability of a depositand store the deposit ina manner which
casures that 1€ is kept viable and incontamingted;

(iv) Provide for sufTicient safety measures to minimize the
risk of fosing biological material deposited witly it

(v) Be impartial and objective;

(vi) Purnish samples of the deposited material in an expe-
ditious and proper manner; andd

(vit) Promptly notify depositors of its inability to fumish
samples, and the reasons why.,

M A depository secking status under paragraph (@)(2) of
this section most direet g commumication to the Commissioner
which shall:

() Indicate the name and address of the depository to
which the comnmmmication relates;

(2) Contain detailed information as to the capacity of the
depository to comply with the requirements of paragraph (@)(2)
of this section, including information on its legal status, scien-
tific standing, stf T and facilities;

(3) Indicate that the depository intends to be available, for
the purposes of deposit, to any depositor under these same con-
ditions;

(4) Where the depository intends to aceept for deposit only
certain Kinds of biological material, specily such kinds;

(5) Indicate the amount of any fees that the depository will,
upon acquiving the statns of suitable depository under paragraph
@2 of thissection, charge for storage, viability statements and
furnishings of snmples of the deposit,

(©) Adepository having status under paragraph ()(2) ol this
section limited 1o certain kinds of biological material may
extend such statas to additional kinds of biological material by
directing a communication to the Commissioner in accordance
with paragraph (b) of this section. 1 a previons communication
under paragraph (b) of this seetion isof record, items incommaon
with the previons communication may be incorporated by
reference.

(d) Once a depository is recognized 0 be suitable by the
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Commissioner o has defaunlted or discontinued its pertormance
under this section, notice thereol will be published in the
Oflicial Gazette of the Patent and ‘T'rademark Office,

[ Added 84 FR 34881, Aug, 22, 1989, eftective Jan, 1, 1990]

§ L8O4 Time of making an oviginel deposit.
(1) Wheneverabiological materiul is specifically identified

in an application for patent as filed, an originat deposit thereol

may be made atany time betore filing the application for patent
or, subject o § LROY, during pendency of the application for
patent,

() When the original deposit is made afier the eftective
filing date of an application for patent, the applicant shall
promptly submita veritied statement from o person ina position
to corroborate the faet, amd shall state, that the biological
material which is deposited isa biological material specificaily
identified in the application as filed, except it the pevson is anat-
torney oragent registered to practice before the Oftice, in which
case the stement need not be verified.

[Added 54 PR 38R1, Aug, 22, 1989, effective Jan. 1, 1990

§ LROS Replacement or supplement of deposit.

(@) A depositor, after receiving notice during the pendency
of an application for patent, application for reissue patent or
regxamination proceeding, that the depositorypossessing
deposit either cannot furnish samples thereof or can furnish
samples thercof but the deposit has become contaminated or has
lostits capability to function as described in the specification,
shall notify the Office in writing, in each application for patent
or patentaffected, Insuch acase, or where the Office otherwise
Teams, during the pendency of an application for patest, appli-
ation for reissne patent or reexamination proceeding, that the
depository possessisng a deposit either cannot furnish samples
thercof” or can furnish samples thercot but the deposit has
become contminated or has lost its capability to function as
deseribed in the specification, the need for making a replace-
ment or supplemental deposit will be governed by the same
cansiderations governing the need for making an original de-
positunder the provisions set forth in § £.802(h). A replacement
or supplemental deposit made during the pendency of an appli-
cation for patent shall not be accepted unless it meets the

requirements for making an original deposit under these regu-

lations, including the requirement set forth under § 1L.8O4(D). A
replacement or supplemental deposit made in connection with
a patent, whether or not made during the peadency of an appli-
cation for geissue patent or a reexamination proceeding or both,
shalt not be accepted unless o certificate of correction urder §
1323 v requested by the patent owner which meets the terms of
pacagraphs () and (©) of this section,
(M A request for cetificate of correction under this section
shall not be granted unless the certificate identifios:
(1) The nceession number for the replacement or supple-
mental deposit;
(2) The date of the deposit; and
(3) The name and address of the depository.
() Arequestioracertificate of correctionunder this seetion
shallnot be granted unless the requestis made promptiy after the
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replacement or supplemental deposit has been made and:

(1) Inclades a verified statement of the reason for making
the replacement or supplemental deposit;

() Includes a verificd statement from a person in & posi-
tion to coeroborate the fact, and shall state, that the replacement
orsupplemental depositis ofabiological material whichis iden-
tical to that originally deposited; )

(3) ncludes a verified showing that the patent owner acted
diligently --

(i) In the case of a replacement deposit, in making the
deposit after receiving notice that samples could no longer be
furnished from an carlier deposig, or

(it) Inthecase of asupplemental deposit, in making the de-
posit after recciving notice that the carlier deposit had become
contaminated or had fost its capability o function as described
in the specilication;

() Includes a veriticd statctient that the term of the re-
placement or supplemental deposit expires no carlier than the
term of the deposit being replaced or supplemented; and

(3) Otherwise establishes compliance with these regula-
tions, except that if the person making one or more of the
required statements or showing isan attoeney or agent registered
to practice before the Office, that statement or showing nced not
be verified,

() A depositor's failure 1o replace a deposit, or in the case
of a patent, to ditigently repiace o deposit and promptly there-
after request a certificate of correction which meets the terms of
paragraphs (b) and (¢) of this section, after being notified that the
depository possessing the deposit cannot furnish  samiples
thereof, shall cause the application or putent involved to be
treated in any Office proceeding as i no deposit were made.

(@) Inthe eventadeposit is replaced according to these regu-
ftions, the Office will apply a rebuttable presumption of iden-
tity between the original and the replacement deposit where a
patentmaking reference o the depositis relied upon during any
Office proceeding,

() Areplacement or supplemental deposit made during the
pendency of an application for paicnt may be made for any
ICAsON.

(8) Innocase is a replacement or supplemental deposit of
abiological material necessary where the biological material, in
accordance with § 1.802¢b), need not be deposited.

(h) No replacement deposit of a biological material is
necessary where i depository can furnish samples thercof bug
the depository for national security, health or environmenial
safety reasons is unable to provide samples to requesters outside
of the jurisdiction where the depository is located.

(i) 'The Office will not recognize in any Office proceeding
areplacement deposit of a biological materin! made by a patent
owner where the depository could furnish samples of the deposig
being replaced,

{Added 54 FR 4881, Aug, 22, 1989, effective Jan, 1, 1990}

§ L8O6 ‘Term of depusit,

A deposit made before or during pendency of an application
forpatent shall be made for aterm of at least thirty (30) yearsand
at least five (5) years after the most recent request for the
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furnishing of a sample of the deposit was received by the
depository. In any case, samples must be stored under agree-
ments that would make them available beyond the enforceable
lite of the patent for which the deposit was nude,

{Added 54 FR 34882, Aug. 22, 1989, effective Jan. 1, 1990)]

§ L807 Viability of deposit,

() A deposit of biological material that is capable of sell-
replication cither directly or indirectly must be viable i the time
of depositand during the termof deposit. Viabilitymay be tested
by the depository. The test must conclude only that the depos-
ited material is capable of reproduction. No evidence is neces-
sarily required regarding the ability of the deposited material to
perform any function described in the patent application,

(b) A viability statement for cach deposit of a biological ma-
terial defined in paragraph (a) of this section not made under the
Rudapest Treaty on the International Recognition of the Deposit
of Miceoorganisms for the Purposes of Patent Procedure mst
be filed in the application and must contain:

(1) The name and addeess of the depository;

(2) The name and address of the depositor;

(3) The date of deposit;

@) The identity of the deposit and the accession nimber
given by the depositosy;

(5) The date of the viability test;

{6) ‘The procedures used to obiain a sample if the est is not
done by the depository; wnl

(7y A statement that the deposit is capable of repraduction,

(©) Ha viability st indicates that the deposit is not viable
upon eeceipt, o the examiner cannol, for scientific or other valid
reasons, necept the statement of viability received from the ap-
plicant, the examiner shall proceed as if no deposit has been
mide, The examiner will seeept the conclusion set fosth in o
viability statement issued by a depository recognized under §
1.803(a).

[Added 54 FR 34882, Aug. 22, 1989, effective Jan, 1, 1990}

§ LEOE Furnishing of sumples,

() A deposit must be made under conditions that assure
that:

(1) Access to the deposit will e available during pendency
of the patent application making reference (o the deposit to one
determined by the Commissioner to e entitled thercto under §
.14 and 35 U.S.C. 122, and

(2) Subject to paragraph (b) of this section, afl restrictions
imposcd by the depositor on the availability (o the public of the
deposited material will be irrevocably removed upon the grang-
ing of the patent,

(b) The depositor may contract with the depository to re-
quire thatsamples of' a deposited biological material shall b fur-
nishied only if a request for a sample, during the term of the pat-
ont;

(1) Isin writing or other tangible form and dated,

(2) Containg the name and address of the requesting party
and the aceession number of the deposit; and

(3) Iscommuanicated in writing by the depository to the de-
positor along with the date on which the sample was furnished
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and the name and address of the party to whon the sample was
furnished,

(©) Uponrequest made ta the Office, the Oftice will certity
whather a deposit has been stiuted 1o have been made under
conditions which make it available to the public as of the issue
date of the patent grant provided the request contains:

(D The namie and address of the depository;
(2) 'The accession number given 1o the deposit;
(3) The patentnumber and issnc date of the patent referring
to the deposit; and
(4) ‘The name and address of the requesting party.
[Added 54 FR 34882, Aug, 22, 1989, effective Jan, 1, 1980]

§ LBOY Examination procedures,

() ‘Theexaminer shall determine pursnant to § 1104 incach
application for patent, application for reissue patent oF reexami-
ntion proceeding i a deposit is needed, and if needed, i a
deposit actuaily made is acceptable for patent purposes. 14
depositis needed and hias not heen made or replaced or supple-
mented in accordance with these regulations, the exantiner,
where appropriate, shall reject the affected claims under the ap-
propriate provision of 35 US.CL 12, explaining why a deposit
is needed anid/or why a deposit actually made cannot be ac-
cepled.

(b)Y The applicant for patent or patent owner shall respond
10w rejection under paragraph G of this section by -

(1) Inthe case of anapplicant for patent, making an accept-
ableoriginafor replacement or supplemental depositorassuring
the Office inwriting that an aceeptable deposit will he made on
or before the dute of payment of the issne fee, or, i the case of
a patent owner, requesting a certificate of correction of the
putent which meets the teems of paragraphs () and (¢) of §
1.BOS, or

(2) Arguing why a deposit is not nceded vnder the circume
stances of the application or patent considered and/or why a
deposit actunlly made should be aceepted. Other replies (o the
examiner's action shall be considered non-responsive,  The
rejection will e repeated until cither parageaph ()1 of this
section issutisticd or the examiner is convineed that a deposit is
not needed,

(©) 1ram applicwtion for patent is otherwise in condition for
alfowance except for a necded deposit and the Office has
veceived a written assurance that an acceptable deposit will be
made on or betore payment of the issue fee, the Otfice will mail
to the applicant a Notice of Allowance and Issue Fee Due
together with a requirement that the needed deposit be made
within three months, ‘The period for satisfying this requirement
isextendable under § 1,136, Failure to make the needed deposit
inaccordance with this requirement will resultin abandonment
of the application For failure to prosecute,

() Foreach depositmade pursuant to these regulitions, the
specilication shall contain:

(1) "The accession number for the deposit;

(2) 'The date of the deposit;

(3 Adescription of the deposited biological material suf-
ficientto specifically Wentify itand to permit examination; and

() The name and wddress of the depository.

[Added 54 FR 38R, Aug, 22, 1989, effective Jan. 1, 1990]
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PART 5§ - SECRECY OF CERTAIN
INVENTIONS AND LICENSES TO
EXPORT AND FILE APPLICATIONS
IN FOREIGN COUNTRIES

SECRECY ORDERS
Sec,
5.1 Defense inspection of certain applications,
5.2 Secrocy order,
5.3 Prosecution of application under secreey orders; withholding
putent,
5.4 Petition for rescission of secrecy order
5.5 Pormit o disclose or maodification of secracy order
5.6 Clenoral and group permils,
5.7 Compensation.
5.8 Appoeal 10 Secretary,

LICENSES FOR FOREIGN EXPORTING AND FILING

5.11 Licvenso for [iling in « foreign country an spplication on an
invention made in the Uniled States or for tronsmitting
international application,

5.12 Patition for license

5.13 Petition for license; no corresponding application,

5.14 Petition for license; corresponding U.S. application,

5.15 Scopo of license.

5.16  Effect of secreey order.

5.17 Who may use license,

5.18 Arms, ammunition, and implements of war,

5.19 Export of technical data,

5.20 Export of 1echnical data relating 10 sensitive nuclear lechnology,

5.25 Potition for rotroactive license,

GENERAL
5.31 Effect of modification, rescission or license,
532 Papors in English language.
3.33 Correspondenco.

SECRECY ORDERS

451  Defense inspection of certain npplications.

(n) The provisions of this part shall apply o both national
and international applications filed in the Patent and Trademark
Office andl, with respect to inventions made in the United States,
o applications filed in any foreign country or any international
authority other than the United States Receiving Office, The (1)
filing of a national or an international application in a foreign
country or with an intemnational authority otber thai the United
States Receiving Office, or (2) transmitial of an international
application to o forcign agency or an international authority
other than the United States Receiving Office is considered to be
u foreign filing within the meaning of Chapter 17 of Title 35,
United Staies Code,

(b) In accordance with the provisions of 35 U.S.C. 181,
patent applications containing subject matter the disclosure of
which might be detrimental to the national sceurity are made
available for inspection by defense agencies as specified in said
scction, Only applications obviously relating to national secu-
rity, and applications within fields indicated to (he Patent and
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Teademark Office by the defense agencies as so related, are
made available. The inspection will be made only by respon-
sible representatives authorized by the ageney to review appli-
‘ations. Such representatives are required to sign a dated ac-
knowledgment of access aceepting the conclition that informa-
tion obtained from the inspection will be used for no purpose
other than the administration of 35 U.S.C. 181-188. Copices of
applications may be made available 0 such representatives for
inspection outside the Patent and Trademark Office under
conditions assuring that the confidentiality of the applications
will be maintained, including the conditions that: (1) All copices
will be returned to the Patentand Trademark Office promptly if
no secrecy order is imposed, or upon rescission of such order if
one is imposed, and (2) no additional copics will be made by the
defense agencics. A record of the removal and return of copics
made uvailable for defense inspection will he maintained by the
Patent and Trademark Office. Applications relating to atomic
cnergy are mide available o the Depurtment of Energy as
speciticd in § 114 of this chupter,
{43 FR 20470, May 11, 1978)

§52  Seeveey order.

(2) When notified by the chief officer of a detense agency
that publication or disclosure of the invention by the granting of
au patent would be detrimental to the national security, an order
that the inveation be kept secret will be issued by the Comais-
sioner of Patents and Trademarks,

() 'The seereey order is directed to the applicant, his sucees-
sors, any and all assignees, and their legal representatives;
hereinafter designated as principals.

(©) A copy of the seereey order will be forwarded to cach
principal of record in the application and will be uccompaiied
by arceeipt, identifying the particular principal, to be signed and
returngid,

(1) The scereey order is directed to the subject matter of the
application. Where any other application in which a seesecy
order has not been issued discloses a signiticant part of the
subject matter of the application under seerecy order, the other
application and the common subject matter should be called to
the attention of the Patent and Trademark Office. Such a notice
may include uny materinl such as would be urged in a petition
to rescind seerecy orders on cither of the applications.

§ 8.3 Prosecution of application under scerecy orders;
withholding patent.

Unless specifically ordered otherwise, action on the applica-
tion by the Office and prosecution by the applicant will proceed
during the time aapplication is under seerecy order to the point
indlicated in this section:

() National applications under secrecy order which come to
a final rejection must be appealed or otherwise prosecuted (o
avoid abandonment. Appeals in such cases mast be completed
by the applicant but unless otherwise specifically ordered by the
Commissioner will not be set for hearing wntil the seerecy order
is removed.

(b) An interference will not be declared involving national
applications under secrecy order. However, if an applicant
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whose application is under seereey order seeks 0 provoke an
interference with an issucd patent, a notice of that fact will be
placed in the file wrapper of the patent. (Sce § 1.607(d).

(¢) When the national application is found to be in condition
for allowance except for the secrecy order the applicant and the
agency which caused the secrecy order 10 be issued will be
notificd. This notice (which is not a notice of allowance under
§ 1311 of this chapter) does not require response by the
applicant and places the national application in a condition of
suspension until the secrecy order isremoved. When the secrecy
order is removed the Patent and Trademark Office will issuc a
notice of allowance under § 1.311 of this chapter, or take such
other action as may then be warranted

() International applications under scerecy order will not be
mailed, delivered or otherwise transmitted to the international
authorities or the applicant. International applications under
scereey order will be processed up to the point where, if it were
not for the secrecy order, record and search copies would be
transmitied o the international authorities or the applicant,

(43 FR 20470, May 11, 1978; amended 43 FR 28479, June 30,
1978, para. (b) amended 53 FR 23736, June 23, 1988, effective Sept.
12, 1988}

§ 54 Petition for rescission of secreey order.

@) A petition for rescission or removal of a secrecy order
way be filed by , or on behalf of, any principal affected thereby.
Such petition may be in letter form, and it must be in duplicate,
The petition must be accompanied by one copy of the applica-
tion or anorder {or the same, unless a showing is made that such
a copy has already been furnished to the department or agency
which caused the secrecy order to be issucd.

(b) The petition must recite any and afl facts that purport 1
render the order ineffectual or futile if this is the basis of the
petition, When prior publications or patents are alleged the
petition must give complete data as to such publications or
patents and should be accompanied by copics thereof,

() The petition must identify any contract between the Gov-
cermment and any of the principals, under which the subject
matter of the application or any significant part thercof was
developed, or o which the subject matter is otherwise refated.
I there is no such contract, the petition must so state,

(d) Unless based upon fucts of public record, the petition
must be verified.

§ 5.5  Permit to disclose or modification of secrecy
order,

() Consent to disclosure, or to the filing of an application
abroad, as provided in 35 U.S.C. 182, shall be made by a
“permit” or “modification” of the secrecy order.

(b) Petitions for & permit or modification must fully recite
the reason or purpose for the proposed disclosure. Where any
propased disclosee is known to be cleared by a defense agency
to receive classified information, adequate explanation of such

Rev. 13, Nov. 1089

MANUAL OF PATENT EXAMINING PROCEDURE

clearance should be made in the petition including the name of
the agency ordepartment granting the clearance and the date and
degree thereof. The petition must be filed in duplicate and be
accompanicd by onc copy of the application or an order for the
same, unless a showing is made that such a copy has alrcady
been [urnished 1o the department or agency which caused the
seereey order o be issued.

{c) Ina petition for modification of a sccrecy order to permit
filing abroad, all countries in which itis proposed to file must be
madce known, as well as all attorneys, agents and others (o whom
the material will be consigned prior 1o being lodged in the
forcign patent office. The petition should include a statement
vouching for the loyalty and integrity of the proposed disclosces
and where their clearance status in this or the forcign country is
known all details should be given.

(d) Consent 1o the disclosure of subject matter from onc
application under secrecy order may be deemed to be consent Lo
the disclosure of common subject matter in other applications
under secrecy order so fong as not taken out of context in a
manner disclosing material beyond the modification granted in
the first application.

(¢) The permit or modification may contain conditions and
limitations.

§ 5.6  General and group permits,

() Organizations requiring consent for disclosure of appli-
cations under seerecy order to persons or organizations in con-
nection with repeated routine operation may petition for such
consent in the form of a general permit. To be successful such

petitions must ordinarily recite the sceurity clearance status of

te disclosees as sufficient for the highest classification of
material that may be involved.

(b) Where identical disclosecs and circumstances are in-
volved, and consent is desired for the disclosure of cach of a
specific list of applications, the petitions may be joined.

§ 5.7  Compensation,

Any request for compensation as provided in 35 U.S.C, 183
must hot be made to the Patent and Trademark Office but should
be made dircetly to the department or agency which caused the
secrecy order to be issued. Upon written request persons having
arightto such information will be informed as to the department
or agency which caused the secrecy order to be issued,

§ 5.8 Appeal to Secretary,

Appeal to the Sceretary of Commerce, as provided by 35
U.S.C8RI, from a seerecy order cannot be taken until after a
petition for rescission of the secrecy order has been made and
denicd. Appeal must be taken within 60 days from the date of the
denial, and the party appealing, as well as the department or
agency which caused the order to be issued will be notificd of the
time and place of hearing, The appeal will be heard and decided
by the Secretary or such officer or officers as he may designate.
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LICENSES FOR FOREIGN EXPORTING AND FILING
§ 5.11 License for filing in & foreign country an
application on an invention made in the United
States or for transmitting international
application,

(a) A license [rom the Commissioner of Patents and Trade-
marks under 35 U.S.C. 184 is requircd before filing any appli-
cation for patent or for the registration of a utility model,
industrial design, or model, in a forcign country or in a [orcign
patent office or any international agency other than the United
States Receiving Office if:

(1) An application on the invention has been filed in the
United States I2ss than six months prior to the date on which the
application is to be filed, or

(2) No application on the invention has been filed in the.
United States. :

(b) The license from the Commissioner of Patents and
Tradgemarks referred to in paragraph (a) would also authorize
the export of technical data abroad for purposes refating to the
preparation, filing or possible filing and prosccution of a forcign
patent application without scparately complying with the regu-
lations contained in 22 CFR Parts 121 through 130 (Interna-
tional Traffic in Arms Regulations of the Department of State),
15 CFR Part 379 (Regulations of the Office of Export Admini-
stration, Intcrnational Trade Administration, Department of
Commerce) and10 CFR Part 810 (Forcign Atomic Energy
Programs of the Department of Encrgy).

{¢) Where technical data in the form of a patent application,
or in any form, is being exported for purposes related to the
preparation, filing or possible filing and prosccution of a forcign
patent application, without the license from the Commissioner
of Patents and Trademarks relerred (o in paragraphs (@) or (b) of
this section, or on an invention notmade in the United States, the
export regulations contained in 22 CFR Parts 121 through 130
((International TrafTic in Arms Regulations of the Department
of State), 15 CFR Part 379 (Regulations of the Office of Export
Administration, International Trade Adniinisiration, Depart-
ment of Commerce) and10 CFR Part 810 (Forcign Atomic En-
crgy Programs of the Department of Energy) must be complicd
with unless a licensc is not required because a United States
application was on filc at the time of cxport for at Icast six
mornths without a sccrecy order under § 5.2 being placed
thereon, The term "exported” means export as it is defined in 22
CFR Parts 121 through 130, 15 CFR Parts 379 and 10 CFR Parl
810,

(d) if a scerecy order has been issued under § 5.2, an appli-
cation cannot e exported to, or fited in, a forcign country (in-
cluding an international agency in a foreign country), except in
accordance with § 5.5,

(c) No license pursuant to paragraph (a) of this section is
required il

(1) The invention was not made in the United States, or

(2) The United States application is not subject to a secrecy
orcder under § 5.2, and was {iled at least six months prior to the
date on which the application is filed in a forcign country,

(DA license pursnant to paragraph (a) of this scction can be
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revoked at any time upon written notification by the Patent and
Trademark Office. An authorization to file a foreign patent
application rcsulting (rom the passage of six months from the
date of filing of a United States patent application may be
rcvoked by the imposition of a secrecy order.

{49 FR 13461, Apr. 4, 1984.))

§ 5.12 Petition for license.

(a) Filing of an application for patent for inventions made in
the United States will be considered to include a petition for
license under 35 U.S.C. 184 for the subject matter of the appli-
cation. The filing reccipt will indicate if a license is granted. If
the initial automatic petition is not granted, a subscquent peti-
tion may be filed under paragraph (b) of this section,

(b) Petitions for license should be presented in letter form
and must include the required fee (§ 1.17(h)). If expedited
handling of the petition is also sought, the petitioner’s address,
and full instructions for delivery of the requested license when

it is to be delivered to other than the petitioner,
|48 FR 2714, Jan. 20, 1983; amended 49 FR 13462, Apr. 4, 1984.]

§ 5.13 Petition for license; no corresponding
application,

If no corresponding national or international application has
been filed in the United States, the petition for license under §
5.12(b) must be accompanied by the required fee (§ 1.17(h)), if
expedited handling of the petition is sought, and a legible copy
of the material upon which license is desired. This copy will be
retained as ameasure of the license granted. For assistance inthe
identification of the subject matter of cach license so issued, it
is suggested that the petition be submitted in duplicaie and
provide a titic and other description of the material. The dupli-
catecopy of the petition will be returncd with the license or other
action on the petition,

(43 FR 20471, May 11, 1978; 49 FR 13462, Apr. 4, 1984.]

§ 5.14  Petition for license; corvesponding U.S.
application.

(a) Where there is a corresponding United States application
on file, a petition for license under § 5.12(b) must include the
required fee (§ 1.17(h)), if expedited handling of the petition is
also sought, and must identify this application by serial number,
filing date, inventor, and title, and a copy of the material upon
which the license is desired is not required. The subject matter
licensed will be measured by the disclosure of the United States
application. Where the title is not descriptive, and the subject
matter is clearly of no interest from a sccurity standpaoint, time
may be saved by a short statement in the petition as to the nature
of the invention,

(b) Two or more United States applications should not be
referred to in the same petition for license unless they are to be
combined in the foreign or international application, in which
cvent the petition should so state and the identification of cach
United States application should be in separate paragraphs,

(¢) Where the application to be filed or exported abroad con-
tains matter not disclosed in the United States application or ap-
plications, including the casc where the combining of two or
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more United States applications introduces subject matier not
disclosed in any of them, a copy of the application as it is to be
filed in the foreign country or international application which is
to be transmitted to a foreign international or national agency for
filing in the Recciving Office, must be furnished with the peti-
tion. If, however, all new matter in the foreign or international
application to be filed is readily identifiable, the new matter may
be submitied in detail and the remainder by reference to the

pertinent United States application or applications,
{43 FR 20471, May 11, 1978; 49 FR 13462, Apr. 4, 1984]

§ 5.15  Scope of license,

(0) Grant of a license under § 5.12(a) authorizes the export
and filing of an application in a foreign country or the transmit-
ting of an internationnl application to any foreign patent agency
or international patent agency when the subject matter of the
forcign or international application corresponds to that of the
domestic application. This license includes authority

(1) Toexportand file all duplicate and formal papers 1o the
forcign country or international agencics;

(2) To make amendments, modifications and supplfements,
including divisions, changes or supporting matier consisting of
the iltustration, exemplification, comparison, of ¢xplanation of
subject matter disclosed in the application;

(3) To take any action in the prosecution of the foreign or
international application; and

(4)To add subject matter or take any action under para-
graphs (a)(1) through (3) of this scction which does not change
the general nature of the subject matter disclosed at the time of
filing, unicss the subject matter added involves technical data
pertaining to:

(i) Defense services or articles designated in the United
States Munitions List applicable at the time of foreign filing, the
unlicensed exportation of which is prohibited pursuant 1o the
Arms Export Control Act, as amencled, and 22 CFR Parts 121
through 130; or

(ii) Restricted Data, sensitive nuclear technology or tech-
nology uselul in the production or utilization of special nuclear
material or atomic energy, the dissemination of which is subject
to resirictions of the Alomic Encrgy Act of 1954, as amended,
and the Nuclear Non-Proliferation Actof 1978, as implemented
by the regulations for Unclassified Activities in Forcign Atomic
Energy Programs, 10 CFR Part 810, in effect at the time of
forcign liling,

(b} Grant of license under § 5.12(b) authorizes the export
and filing of an application in a forcign country or the transmit-
ting of an international application 1o any (oreign patent agency
or international patent agency. Further, this license includes au-
thority to forward all duplicate and formal papers to the forcign
patent agency or international patent agency and to make
amendments, modifications or supplements to and ke any
action in the prosecution of the foreign or international applica-
tion, provided subject matier additional to that covered by the
license is nor involved.

(c) A license granted under § 5.12(b) pursuant to § 5.13 or
§ 5.14 shall have the scope indicated in paragraph (a) of this
scetion, if it is so specified in the license, A petition, accompa-
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nicd by the requiced fee (§ 1.17(h)), may also be filed to change
a license having the scope indicated in parageaph (b) of this
section Lo a license having the scope indicated in paragraph ()
ol this seetion, The change in the scope of a license will be asof
the date of the grant of the change in scope,

(d) In those cases in which no ticense is required to file the
forcign application or transmit the international application, no
license is required to file papers in connection with the prosecu-
tion of the forcign or international application notinvolving the
disclosure of additional subject matter,

(¢) Any paper filed abroad or transmitted o an international
patent agency following the filing of a forcign or intermational
application which changes the general nature of the subject
matter disctosed at the time of filing or which involves the
disclosure of subject matter listed in paragraphs (0)(4)(0) or (ii)
of this section must be separately licensed in the same manner
as o foreign or international application. Further, if no license
has been granted under § 5.12() on filing the corresponding
United States application, any paper filed abrowd or with an
international patent agency which involves the disclosure of ad-
ditional subject matter must be licensed in the same manner as
a foreign or international application,

(1) Licenses separately granted in connection with two or
more United States applications may be exercised by combining
or dividing the disclosures, as desived, provided:

(1) Subject matter which changes the general nature of the
subject catter disclosed at the time of filing or which involves
subject matter listed in paragraphs (@)(@) (i) or (i) of this section
is not introduced and,

(2) Inthe case where at least one of the licenses was obtained
under § 5.12(b), additional subject matter is not introduced,

(8) A license does not apply (o acts done before the license
was granted. Sce § 5.25 for petitions {or retroactive licenses,

{49 FR 13462, Apr. 4, 1984.]

§ 8,16 Effect of secrecy order,

Any license obtained under 35 U.S.C. 184 1 incfiective iff
the subject matter is under a secrecy order, and a secrecy order
prohibits the exercisc of or any further action under the license
unless separgiely specifically authorized by a modification of
the secrecy order in accordance with § 5.5,

§ 517  Who may use license,

Licenses may be used by anyone interested in the export,
foreign filing, or international transmittal for or on behalf of the
inventor or the inventor's assigns.

(49 FR 13463, Apr. 4, 1984,)

§ 5.8 Avms, ammunition, and implewents of war,

(@) Theexportation of technical data relating toarms, ammu-
nition, and implements of war generally is subject to the Inter-
national Traffic in Armis Regulations of the Department of State
(22CFR Parts 121 through 128); the articles desipnated as anms,
amnumition, and implements of war are enumerated in the U.S.
Muaitions List, 22 CFR 121.01, However, if a patent applicant
complies with regulations issued by the Commissioner of Pat-
ents and Trademarks under 35 1L.8.C, 84, no separate approval
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from the Department of State is required unless the applicant
secks 1o export technical data exceeding that used to support a
patent application in a foreign country, This exemption from
Department  of State regulations is applicable regardiess of
whether a license from the Commissioner is required by the
provisions of §§ 5.11 and 5.15 (22 CFR 125.04(b), 125.20(b)).

(b) When a patent application containing subject matier on
the Munitions List (22 CFR 121.01) is subject to asecrecy order
under § 5.2 and a petition is made under § 5.5 for a modification
of the secrecy order (o pernit filing abroad, a separate request
to the Department of State for authority 1o export classified in-
formation is not required (22 CFR 125.05(d)).

[35 FR 6430, Apr. 22, 1970.]

§ 5.19  Export of technical data,

() Underregulations (15 CFR 370.10())) cstablished by the
U.S. Departiment of Commerce, International Trade Admini-
stration, Office of Export Administration, a validated cxport
ticense is not required in any casc to file a patent application or
part thereof in a forcign country if the foreign filing is in
sccordance with the regulations (37 CFR §5.11-5.23) of the
Patent and Trademark Office.

(b) A validated cxport license is not required for data con-
tained in a patent application prepared wholly from foreign-
origin technical data where such gpplication is being sent 1o the
foreign inventor 1o be executed and returncd to the United States
for subsequent filing in the U.S, Patent and Trademark Office
(15 CFR 379.3(c)).

(c¢) Inquirics concerning the export control regulations for
the forcign filing of technical data other than patentapplications
shoutd be made to the Office of Export Administration, Intcrng-
tional Trade Administration, Department of Commerce, Wash-
ington, D.C, 20230,

{45 FR 72654, Nov. 3, 1980).]

§ 5.20  Export of technical data relnting to sensitive
nuclear technology.

(a) Under regulations (10 CFR 810.7) cstablished by the
United States Department of Energy, an application filed in
accordance with the regulations (37 CFR 5.11 through 5.33) of
the United States Patent and Trademark Office and eligible for
forcign filing under 35 U.S.C. 184, is considered to be informa-
tion available to the public in published form and a generally
wuthorized activity for the purposes of the Department of
Energy regulations,

(b) Inguirics concerning the export of sensitive nuclear tech-
notogy othier than related to the filing or prosceution of a forcign
patent application should be made to the Auention: Scereiary,
United States Department ol Encrgy, Office of International
Sccurity Affairs, Washington, 2.C, 20858,

[49 FR 13463, Apr. 4, 1984.]

§ 8.25 Petition for retroactive license

(») A petition of retroactive license under 35 U.S.C. 184
shall be presented in accordance with § 5.13 or § 5. 14, and shali
include:
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(1) A listing of the forcign countrics in which the patent
application material was filed,

(2) The dates on which the material was liled,

(3) A verificd statcment containing:

(i) An avermcent that the subject matter in (question was not
under a secrecy order at the time it was filed abroad, and that it
is nol currently under a sccecy order.

(ii) A showing that the license has been diligently sought
after discovery of the proscribed foreign filing, and

(iii) An cxplanation of why the material was inadvertently
filed abroad without the required license under § S.11 first
havingbeen obtained, and

(4) The required fee (§ 1.17(h)).

The above explanation must include a showing of facts rather
than a mere allegation of inadvertance, The showing of facts
should include statements by those persons having personal
knowledge of the acts regarding filing in a forcign country and
should be accompanicd by copics of any necessary supporting
documents such as leuters of transmittal or instructions for
filing. The acts which are alleged (o constitute inadvertence
should cover the period from the time of filing untit actual (iling
of the petition under this scction,

(b) If a petition for a retroactive license is denied, a time
period of not less than thirty days shall be set, during which the
petition may be renewced. Failure to renew the petition within the
set time period will result in a final denial of the petition, A final
denial of a petition stands unless a petition is filed under § 1181
within two months of the date of the denial. If the petition for a
retroactive license is denied with respect to the invention of a
pending application and no petition under § 1.181 hasbeen filed,
a final rejection of the application under 35 U.S.C. 185 will be
made

(¢) The granting of a retroactive licensc does not excusc any
violation of the export regulations contained in 22 CFR Parts
121 through 130 (Interngtional Traffic in Arms Regulations of
the Department of State), 15 CFR Part 379 (Regulations of
Office of Export Administration, International Trade Admini-
stration, Department of Commerce) and 10 CFR Part 810
(Forcign Atomic Encrgy Programs of the Depariment of En-
crgy) which may have occurred because of the failure 1o obtain
an appropriate license prior 10 ¢xport,

149 FR 13463, Apr. 4, 1984.)

GENERAL

§ 531 Effect of modification, rescission or license,

Any consent, rescission or license under the provisions of this
part does not lessen the responsibilitics of the principals in
respect Lo any Government contract or the reguirements of any
other Government agency.

(24 FR 10381, Dec. 22, 1959; Redesignated at 49 FR 13463, Apr.
4, 1984,

§ 532  Papers in English langoage,

All papers submitted in conncection with petitions must be in
the English language, or be accompanied by an English transla-
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tionand a translator's certificate as to the true, faithful and cxact

character of the translation.
{24 FR 10381, Dec. 22, 1959; Redesignated at 49 FR 13463, Apr.
4,1984.)

§ 533 Correspondence.

Al correspondence in connection with this part, including
petitions, should be addressed to “Commissioner of Patents and
Trademarks (Attention Licensing and Review), Washington,
D.C.20231."

[49 FR 13463, Apr. 4, 1984.)

PART 7 - REGISTER OF GOVERNMENT
INTERESTS IN PATENTS

Sec.

7.1 Requircments.

7.2 Assignments.

7.3 Licenses.

7.4 Abbreviated copy.

7.5 Instruments alrcady on record.
7.6 Access to register

7.7 Seccret register.

7.1  Requirements.

Exccutive order 9424 (3 CFR 1943-1948 Comp.) requiresthe
several departments and other exccultive agencices of the Gov-
emment, including Government-owned or Government con-
trolled corporations, o forward promptly to the Commissioner
of Patents and Trademarks for recording all licenses, assign-
ments, or other interests of the Government in or under patents
or applications for patents.

7.2 Assignments,

The original of an assignment or other instrument which
conveys to ihe Government only the title to a patent or to an
application for patent shall be forwarded to the Commissioner
of Patents and Trademarks. The instrument will be recorded,
endorsed, and returned.

7.3 Licenses.

A copy of any license or instrument other than an assignment
which conveys to or gives the Government any interest in or
under a patent or an application for patent shall be forwarded for
recording. The copy will be retained by the Patent and Trade-
mark Office but, when desired, the original will be endorsed and
returncd,

7.4 Abbreviated copy.

If an instrument deals with matters in addition to rights and
interests in patents or in applications for patents, orin inventions
disclosed therein, acopy of only those portions of the instrument
dealing with such rights and interests need be forwarded. Insuch
case, a statement giving the general nature of the entire instru-
ment, the parties involved, the date of the instrument, the place
where it is usually filed, and any docket or identifying number,
must be autached to the copy.
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7.5 Instruments already on record.

Instruments which have been recorded prior to the
adoption of §§7.1 to 7.7 and arc on the gencral assign-
ment records of the Patent and Trademark Office need
not be forwarded for recording.

7.6 Access to register

The register will not be open to public inspection. It
will be available for cxamination and inspection by duly
authorized representatives of the Government, subject
tothe provisions of § 7.7. Public examination will be re-
stricted to those instruments which the department or
agency or origin has so authorized in writing,

7.7 Secret register.

Any instrument to be recorded will be placed on a secret
record or register at the request of the department or agency
submitting the same. No information will be given concerning
any instrument in such record or register, and no examination or
inspection thereof or of the index thereto will be permitted,
cxcept on the written authority of the head of the department or
agency which submitted the instrumicnt and requesicd scerecy,
and the approval of such authority by the Commissioner of
Patents and Trademarks. No instrument or record other than the
ong specificd may be examined, and the examination must take
place 1n the presence of a designated official of the Patent and
Trademark Officc. When the department or agency which
submitted an instrument no longer requires secrecy with respect
to that instrument, it will be recorded or registercd anew in the
appropriate part of the register which is not secret.
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Abandonment for failure to pay issuc fec .......cvuriverrisininne 1.316 May be required ... 1.117
DeStruction of ... 1.14 Not covered by original 0ath .......eevvneinnsmnnnne, 1.67
Express abandonment .........cecmvsmmsnesvenssnssessmsisassssssssonns 1.138 Numbering of Claims ...t e 1.126
NOLCIEd corevierecire st s s cssraassoness 1.108 Of AMENAMENLS ..c..ovreerrecnrrercmiseneeeesssessie st sssssns 1.124
Processing and retention fee ......cvciivnvieiinnnnennincvcnnnnen, 1.21¢0) OFf ClAIMS 11evveneirressereninsissismsisesmeiasis s sssssssesss 1.119
Referred 10 i issued PALENES .....o.cevveevnnneesincinsseiniesssnnenns 1.14 OFf diSCIOSUTE ...ocviieivrieiinininnc s s snens 1.118
Revival of . ettt 1.137 Of drawing ... ssssanes 1.123
When open 10 PUbliC .. e 1.14 OFf specifiCalion ... 1.118

Abandomment of application. (Seec Abandoned applications.) Paper and WHHNE .covvviieiiice e 1.52

Abstract of the disClOSUTC .....uvevivisiresninessrnerrasscressesesnensssenss 1.72 Patition from refusal to 8dmit ......oeeeveeevcrevivnvervnnssennnsnenes 1.127

Access, PElLON fOT v iinriremmsnmiiemnsese s 1.14 Proposed during interference ..., 1.615

Action by applicant .........cvcsiierirsnmssiivnscrmesnssnnnmirneons 1.111 - 1.138 REISSUC ..virirennr e reririercene s iensesecasssunsssverenresssssenens 1.121(e), 1.173

Address for notice to Commissioner of appeal to Fed. Cir. 1.302(c) Requisites of 1.33, 1.111, 1.115, 1,116, 1.121, 1.123, 1.124 1.125

Address of Solicitor's Office ........cvniiommrmricniininnine 1.1(g) Right to amend ........concevvvvvvrcercnnnnnn 1,111, 1,115, 1.116 1127

Address of the Patent and Trademark Office ......occcecrrnvicrivrines 1.1 Signature to, when no attomey or gent ......ciieienennns 1.33
BOX FWC ....iiinsisnrsinmansismenissersnsvasssssossssens 1.62(i) Substitute specification ........cvimrccimne i, 1.125
BOX INEIIEICNCE .ovvirrrieeieisrcreremreentiiinscenresesesenneeressssaesnsnes 1.1{e) THINE 07 vveireiiirenreerireresrressie s srestessarsasessersrssssasessessassossesranes 1.135

.................................................... 1.1(d) To accompany motion to amend interference .........covonueeen.. 1.633

BoX Patent EXt cverviicnninsinnrmmnissssmminisnisrinns 1.1 To applications in interference ... 1.633
BOX PCT ..vvvvisvnsnsmsnsescsssnrnsssisssssscssssesssonsinsssssssassrsssessens 1.1(b) To correct inaccuracies or ProliXity ... oo, 1.117
BOX REEKAM ocvcriieriisirsiicirinnnissssismsssesesesnssiinssssissssoseans 1.i(c) To correspond to original drawing or specification ............. 1.118
Administrator or executor, May make application and receive To preliminary statement in interference ... 1.628
PAIENL wevvvrnnrrsrssnsssrsesmsassssoescosessssssrersairsssesorsseosesnosessaessssesiss 1.42 TO TEISSUCS ocvvresriiresserensnssmsnrnoresisnoriseenssisessesenssansesess 1.173,1.174
Proof of authoTity ... menninmesinnsnsisnimmcmmmmn. 1.44 To save from abandonment ... inimrsssssimssinen. 1.135

Admission to practice (Sce Attomeys and agents.) Appeal to Board of Patent Appeals and Interferences:

Adffidavit (see also Oath in patent applications): Action following deciSion ..o 1.197
AfIEr BPPCAL ..o s s 1.195 Affidavits after 8ppeal ... 1.195
In support of application for reiSSUC .o 1175 B 11t s s s ssasssasans 1.192
To overcome cited patent of publication ... eresnesisines 1.131 Decision by Board ... 1.196
Traversing grounds of r2jEClON .o vvainsinsnnisniessies 1.132 EXSMINCT'S BNSWCT eveverrietioraeveimeassstacesesmsmmssssussrssssesessssess 1.193

Agenis. (Sce Attorneys and agents.) FLES 1uiiieiiininriincsnieeneimsssnennss s enae s e s ss saesessssnnenereneon 1.17

Allowance and issue of patent: Hearing of ..o e 1.194
Amendment after BIOWANCE ....covevrrrnsseririinssissenesss s 1.312 New grounds for refusing a patent ..o 1.196
Traversing grounds of rejection ... 1.312 ReRearing .o seesessnnenes 1.197
Delayed payment of iSsue fec ....eoerreesinicesernenneenns 1.316, 1.317 Reopening after decision ..o, 1.198
Delivery of patent... ... ecensmmsssnenmmmsiesmenessse. 1.315 Reply brief ... e 1.193
Forfeited application .....eveceiencnneicninensinsnmsesmesincn. 1.316 Requirements of ... 1.191
Issuance of PAtent ... 1.314 Statement of grounds for rejecting, by Board of Appeals...1.196
Notice of 8lloWENCE ....ciervrvrnricsisennserirsrensisesonines 1.311, 1.313 TIME PERIOAS .cvrirircrcncccnniriee e s anernee 1.191
Patent to issue upon payment of isstie fee.......couneee 1.311, 1.314 Appeal to Court of Appeals for the Federal Circuit;

Patent to lapse if issue fee is not paid in full .......ccocoiereence 1.317 Fee provided by rules of COUrt ..o 1.301
Patent withiheld for nonpayment of issue fee ... 1.316 From Board of Patent Appeals and Interferences ..oovvvvvieee. 1301
ReASONE fOT . cvrreriiivinnrncarsnecissisminnsmssmsensenesmes s .19 Notice and reasons of appeal ... 1.302
Withdrawal [Tom iSSUE ... 1.313 TINC fOF v e ssenne 1.302,1.304

Allowed claims statement of grounds for rejecting by Board Applicant fOr PAICNL ..o 1.41 - 1.48
of Patent Appeals and Interferences i, 1.196 Change .o s 1.48

Amendment: Deceased or insane inVentor ..o 142,143
Adding or substituting claims ..o, L119 Executor or adminiStralor s ssinmessesisiasesssns 1.42
AfIer appeal ..o i e 1.116 Informed of serial number of application .....misinerne 1.55
After decision on appeal, based on new rejection Joint changed t0 SOIE ..t 1.48

of Board of Patent Appeals and Interferences ....ovvininie. 1,196 Letters for, sent 1o 8tIOTNEY OF EENE «.cvvvvevcrierisorarsessiasaesasns 1.33
After final 8CHON woveiviiiioreennias 1.116 May be represented by an allorney or 828Dt ..c.ccennsvcrrerserns 1.31
After notice of allowance v 1312 Personal allendance UNNCCESSATY 1ovevmenerismssesenmsinsrsisessssersss 1.2
BY PRICHLOWRNCT v s 1.530 Required to conduct business with decorum and courtesy ...... 1.3
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MANUAL OF PATENT RXAMINING PROCEDURE

(Applicant for patent:) (Assignee:)
Required to report assistance received ..., 1.33 If of undivided part interest, must assent to application for
Sole changed 10 JOINL e 1.48 TCISSUC Of PALENT 1ovvvcricrrunsinsnorsrsrnrssassarssensessrsvers 1.171,1.172
Sole changed 10 anOther SOIE v 1.48 If of undivided part interest, patent may issue jointly............ 1.46
Application for patent (sce also Abandoned applications, Claims, May conduct prosecution of application .....ueieeniessinsenns 132
Drawing, Examination of application, Reissues, Specification): May take action in interference ... 1.643
Accepted and filed for examination only when complete......1.53 Patent will issue to, if assignment is recorded before payment
ACCESS 0 cvvvirsirssmrerssensisenssmenissssessantassasssinsassssssssenssesassassarases 1.14 OF ISSUE fR@ vovvveeicnirisnsircnrsaionsssniaiisssesessst s esnsssasssssssnes 1.334
Acknowledgement of filing ......cucn i 1.54 Assignments and recording:
Alteration after execution forbidden ......cccccininincnneerisnnnn 1.56 Abstracts of title, fEe fOr ....cvreevee verecrennerecensciosnsnsrenses 1.19(b)
Alteration before eXecution ... 152 Conditional assignments ........oicsvesernnns
ATTANEEIMENL c..vciureesenrnsearmrarsisessssssressnsestssasnssssssraresessassarsess 1.77 Date of receipt is date of record
Continuation or division, reexecution not required ...... 1.60, 1.62 FELS 1vuvereerctivensnintesentesernessessicsssssesssinsssessensisssacasesss sanensssssss 1.21(h)
Copies of, furnished to applicants .........ccersircrrnssevencsrnn 1.5¢ If recorded before payment of issue fee, patent will issue
Cross-references of related applications ........ovvccnneevsniesenes 1.78 10 BSSIBMCE .ovcrviracerermrinracsitessistasiansessrcrssnasasssrensesssnesans 1.334
Deceased or insane inventor ..o, ..142,143 Must be recorded in Patent and Trademark Office to issue
Declaration ........... s sae s rens veere 168 FALENL 10 BSSIZNEE «..vvvrvesernsivsrrssrisenssesstsssnsassessenssansssnnes 1.234
Duty of diSCIOSUIE .cvvvvicecrnrmmmmsiesisnnissiessensrsisessiniessssonens 1.56 Orders for copies Of ........uvinmsiinseeeiimisre s 1.12
Execution in blank forbidden .........cceovivvninininninsioninn: 1.56 Patent may issue to assignee ........cumeeevmvsissisicsssnnesesmnonns 1.334
File Wrapper Continuing application .....cevissrirnississine 1.62 Receipt of, acknowledged .........vvvcvcvernnninsscninniensisnenen, 1,332
Filed by other than inventor .........ceveunee. w142, 1,43, 1.47 Recorded in regular order and retumed .......cocoervevnineinennnne 1.332
FIling date ..o ssessressscsssaces 1.53 Recording of assignments ... 1.331
Forcign language oath or declaration ..........ccovreccscecsnsarans 1.69 Records open to public inspection ........... werssecsnrnenes 1.12
Formulas and tables ......ccovconmevcnminenmcne i 1.58 Should identify patent or application ..........ccovciniiniinnnes 1.331
General TeqUISIES ..o 1.51 What will be accepted for recording ......covivriviieniiineenncann, 1.331
Identification required in letters concerning ..... veeseens 19 Atomic energy applications reported to Department of Energy 1.14
Improper applications ..., 1.56 Attomneys and agents:
Incomiplete papers not accepted and filed for examination.... 1.53 Acting in representalive Capacity .......c.vvicervesirceces 1.33,1.34
Interlineations, etc., to be indicated ....ccvericeninniinncrrsisinncns 152 AdVETUSING vovvecerieiricrereensreriieresesrenersnssmssssersesesssssmesssssassacns 10.32
Language, paper, Wriling, margin ..o 1.52 Agents, TEEISTAtON Of i, 10.6(b)
Later filing of oath and filing fe€ .......vvvrvssseresercsrornernss 1.53 Assignment will not operate as a revocation of power .......... 1.36
Must be made by actual inventor, with exceptions ....... 1.41, 1.46 ASSOCIALE wrevvirinenniieriisiessis it srcasssmssnsassstsssassenins 1.34
Namies of all inveators required ......vevcvncerisesinsssesens 1.41, 1.53 Attorneys at Jaw, registration of ....
New, after abandonment, may use old drawings ......oevvenne 1.88 Certificate of good SIANAING ..vvverevvinnincsninnenesnine 1.21(a)
Non-English 1anguage ..., 1.52 Code of professional responsibility 10.20
Owned by GOVEIMMENE wuvvvvimmisivrmiesssmmmmmisssmeresossen 1.103 Commitice on Enrollment ..., 103
Papers having filing date not to be retumed .......oceecvccnnreen 1.59 Fee 0N adiMiSSION wrvcinsisiermasiicosemmeossmanmsesmmssossnees 1.21(a)
Pasts filed SeParately .voevinmicennsicinmmmmssommesosme 1.54 Foreign patent attorneys and agents, registration of .......... 10.6(c)
Parts of application desirably filed together ........ccnuevvenrinnn 1.54 Former examiners, registration of .......cc.coeveveseensniersinenns 10.6(c)
Parts of complete appliCaton ....c..ommrimcimmonmin. 1.51 General powers N0l reCOBNIZEM ..vvvuriririesiesusesssrssisnessnsesisane 1.34
Patent open for iNSPCUON ... civensnnennminississssisescosstrnenes 1.11 Government officers and employees 8s......cooivirccennenen 10.6(d)
Processing fees eerrerss e sr st e s e sabsanes 1.17 Limited reCOgNition .......covreseneiniiscnminieneenni e 10.9
Relating 1o alomic CNCIZY .uvvevrevvivemvnssvivisssmssscsmsresssossenarces 1.14 Must be refused recognition for misconduct.... .. 10.15
Reservation for future application not permitied .......covveveveee 1.79 Oath and registration fEe ..., 10.8
Retlention fe@.cveeviresercirmreverssersiessiesesrrsermroseerissrenrrreses 1.53(d) Office cannot aid in SeICCtion Of ... vevnisecrreeserensercsness 1.31
SCCIECY OTUCT «ovvvvrrereersusssrsemsssmmmmeniniessssesessesrssressesscssenss 5.1-5.8 Personal interviews with eXaminers ........ocovvencnnnnsnniincnnes 1.133
Secret while pending .....eecvveninninisinniniinininn. 1.14 Persons not registered of recognized ...oveocveninernivenessensaene
Serial number and filing date .....c.covvineiiicnniniiiiniien 1.54 Power of attorney or authorization of agent
Stricken from the files for irregularities ..vmmmaisenin 1.56 Professional cONAUCL ........covcicmesnsmriernsssnmnencssnmmisssennmeansens
Tables and formMulas ..o e 1.58 Registration of attorneys and agents ....oveeniisrienmesimen. 10.6
To contain but one invention unless connected ......oeveeinnen 1.141 Removing names from registers .. 10.11
To WHOM MAAC ..ciirveeririrarmrsiiiniensmnnii s s 1.51 Representative CapECILY i 1.33,1.34
Two or more by same party with conflicting claims ...cvvennr 1.78 Representing conflicting partics v v aueennissesiessessies 1.613
Use of old drawing in new application ... 1.88 Required to conduct business with decorum and courtesy ...... 1.3
Application NUMDBCT ..., 1.5(a) Requirements {or registralion ... s sensnessmaesnnecensserane 10.7
Arbitration award filing ...vciimmimnieiminn 1335 Revocation of POWET ... 1.36
Arbitration in iNErfEerenCe o 1.690 Signature and certificale of aUOTACY ..vvrvvniniiiscssniinnisanes 10.18
Assignee: Suspension or disbarment proceedings ... 10.130-10.170
Correspondence held with assignee of entire interest ..o 1.33 WHO MBY BCL 85 .cvvvrnvrnennsessnnsmnmsmeninimimenesamerss, 10.40
If of entire interest, patent may issuc to him ..o 1.46, 1.334 Withdrawal of ..o 1.36
If of undivided part interest, correspondence will be held Authorization of agents. (Sec Attorneys and agents).
With INVENIOT i s 1.33 Award in arbitFALON .ot e ssssane 1.335
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PATENT RULES

Balance in deposit account
Basic filing fee ......coviccnnninne

Benefit of carlier application ..., 1.78
Bill in equity (See Civil action.)

Board of Appeals. (See Appeal to Board of Patent Appeals and

Interferences.)
BOX FWC ..oiirecvcarinnnniniinsianinassstessese sessssansenessasessans 1.1(b), 1.62
BOX PCT e vcccrsnecernenninennsennnnssnsssessannsasassessasanesessserssassassanss 1.1(b)

BoxX Reexam ......cvvvrenceereerenenncnresnansrmnenses 1.1(c)
Briefs:
At final hearing in interference ... 1.656
In petitions to Commissioner
On appeal 10 Board ... 1.192
Business to be conducted with decorum and courtesy ... 13
Business to be wansacted in WHHNE .vuveecsenninersneinviensminsesinnee 1.2
C
Certificate of COITECUON .vvvvvvereerirensesecsenmesiesnsessesensees 1.322, 1.323
................... 1.20
v 1.325
........... 1.8
Exprcss MAIL cecvicirarniinsiessinnas s 1.10
Certificate, ReeXamination........cvvivevrinserinesiniinscainsennins 1.570
Certified copies of records, papers, elc, .. weennee 113
Fee for certification .....cceevereerescrsennse e 1.19(b)
Chemical and mathematical formulas and tables.........cccveereenees 1.58
Citation of Prior art in PALCNl........ocsuervescrcsssenrensssssssarsasesensaes 1.501
Ciiation Of TCCICNCES ....cvvvereorrnvserscsmervsnessersresssarsesserssssescsseseses 1.107
Civil BCUHON cevrvirrcererisvnnrsmsssesestisvscossassserssseniorsossarsanas 1.303, 1.304
Claims (see aiso Examination of applications):
Ameadment of ... 1.119
Conlfliciing, same applicant or OWNEr .....ocvcceivevesssuriseresiannes 1.78
Date of invention of .......ovuvevminssiornns seernennes 1,110
Dependent ....viiemiiiinmennssonsmeiie 1.75
May be in dependent fOrm ... 1.75
More than one permilicd ..o 1.75
Multiple dependent ... .75
Must conform to invention and specification ... 1.75
Notice of TEJECtion Of ....vceerenrmieniceririrennnmiine 1.1064
NUmbering of ... 1.126
Part of complete appliCation ........cvinesinemmsecrsinsmnnesssmsesernns 1.51
Plant PAENL....cverriiieciceimrnisisssesisssesesesssnsrassrsssssenssessseressas 1.164
ReJECtiON Of .cevvcrrvevierirormrimesimsnsmmcsssmesssassmssnsnns 1.106
ReQUITEd ..covovverrriisrcirnicinienrissiissnenesosiserensssresesseeserssessonses 1.75
Twice or finally rejected before appeal ... voeeesveisnennns 1.191
Color Arawing ......cvvminescssesmesssneesssninsnsnsinns .. 1.84(p)
Commissioner of Patents and Trademarks (see also Petition 1o
Commissioner);
AdAress Of ... 1.1
All communications to Patent and Trademark Office to be
Addressed 10 vivvviiineciniuninecicni e 11
Cases decided by Board reopened only by .vcvecreivencinennens 1.198
Conduct of disbarment proceedings .ccouvarernns, 10.130
Initiates reeXamination ..o e 1.520
May discipline attorneys and agents ... 10.130
Reconsideration of cases decided by formier......ovvenvvicnnne 1.184
Reissuc in divisions referred 10 oo, 1.177
Return of papers in violation of rule ......cecinimienninninn, 13
Complaints against cxaminers, how presented ......ooveoeisirennns 1.3
Composition of mattcr, specimens of ingredients may be
TCQUITCA cvvvvvvesiveerisssssrsurisnrsmseserersismssiresesonssssssossessessesessasses 1.93
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Computer program LSHNZS ..o 1.96
Concurrent office proceedings co...viveniininennnminn 1.565
Conduct of recxamination procecdings........vvecvivsinesisesirennens 1.550
Conflicting claims, same applicant or owner in two or more
APPHCALONS wreisirirmeirerireinii s asasre e enssns 1.78
Continuing application for invention disclosed and claimed in
PrOT APPHCALON vvoveeeererracrserensierssiecssassersmesssasessesceses 1.60, 1.62
Copics of patents, records, etC. ...ovevrievnniensencinnes 011,112,113
Copies of records, fees 1.19(b), 1.59
Copyright notice in specificauon ........cco.evemeveniiieeeressenne 1.71(d)
Copyright notice on drawings ........coceeeenniercnniscssnnanee 1.84(0)
Correction, certificate of .. 1.322,1.323
Correction of INVENtorship .......ccovvmnnnsiiiiinincninesnsienensnens 1.48
Comrespondence:
All letters and communications to the Office to be addressed to
the Commissioner of Patents and Trademarks.........cccouvvveecnnne 1.1
Business with the Office to be transacted by .......cocveeveveevnneens 1.2
Discourtcous communications returned .........ocoveeceeneensniisenes 1.3
Double, with different parties in interest not allowed ............ 133
Held with attorney or 4gent ... iccrenisnnsssemessensesesennes 133
Identification of application or patent in letter relating to ....... 1.5
May be held exclusively with assignee of entire interest........ 1.32
NAUEE of oo s e 14
Patent owners in reeXaminalion .....cocceurieervrsrerensressessevsees 1.33(c)
Receipt of letters and Papers .......ccveeerinecsensienesesesoscssasesensnes 1.6
Resumed with principal, if power or authorization is
TEVOKCA vt e s s e 1.36
Rules for conducting in general .........oiviiniinninnnncinnns 1.1-1.8
Separate letter for each subject of INQUITY .ccvvvevernirenrnsenninnns 14
WHhen No attorney OF GZCNL wuurveoreriserierrriessassmensesssssssrserss 133
With atiomey or agent after power or authorization is filed .. 1.33
Coupons sold by the Office ...ocevevivinieinseiieammiemie 1.24
Court of Appeals for the Federal Circuit, appeal to.
(See Appeal to Court of Appeals for the Federai Circuit).
D
Date of invention of subject matter of individual claims ......... 1.110
Day for waking any action or paying any fec falling on Saturday,
Sunday, or Federal holiday ...coocovevvvinnieiinecinnncrisiiennnneens 1.7
Death or insanity of iNVCNLOT .....ceeeeveiinrerenrerenesenensessess 142,143
Decision by the Board of Patent Appeals and Interferences.... 1,196
Action folloWing deCiSION .oivcicnnerereererensesenreresnescsseenns 1.197
Declaration (See also Oath in patent application):
FOreign 1anguage ... sssnssseess 1.69
InTicu Of 0ath ...ccveeiiireiiniiiene oo rereressrssree ssvesesreseasees 1.68
In patent application ...t seresesesenne 1.68
Definitions:
Independent INVENLOT .......vceviivirrnnrnsienersesenanesrsvesesesssnsnens 1.9
National and intemnational applications ..........oveeeerevecrserenseerenes 1.9
Nonprofit organization ...
Service of papers ............
Small business CONCEM ...ccovviviiiinnmineccnnscieenisssssensnessene 1.9
SMAll enlity oovivinininiiseis s s 19
Terms under Patent Cooperation Treaty ... 1.401
Testimony by employees ueueriinerensnnennn
Delivery of patent
Deposit accounts ....ccvene
FEES riiiiiminiiiiin s e e e essae e 1.21(b)
Deposit of computer program lSHNES ..cvv e venseneserevaressserennses 1.96
Depositions (See also Testimony in interferences):
Certificate of officer Lo aCCOMPANY wvvevivieiiscrereesiseissrneseens 1.676
Formalities to be observed in preparing ..oeveninesesnsennens 1.677
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(Depositions (See also Testimony in interferences):)
Person before whom taken .....icsssescesissnssimesssnenens 1.674
To be sealed up, addressed, and forwerded to the
COMMISSIONET ...cvveeniisesrsaseenens e, 1,676
When taken must be filed........cccomeencnininicrmiioaes 1.678

Description of invention. (See Specification.)

Design Patent Applications:
Arrangement of specification
Claim

Drawing

FIING £EO uereeeiierireiiernerenesensesnrercsressensenesssnsassssssesaenesnes 1.16()

ISSUC AN IEFM ..oovrcinrrerinrimsnsnsieesinntessesessssasnsnsesrsissessarsssane 1.155

Issue fee .... reereraeriseenreresaabasesanerae e esrsnersseaasenen 1.18(b)

O8N .ttt st s s sssesssa e ass sre s 1.153

Rules applicable .....cocicmcunimennniimirisscsiensinnsinenaesesens 1.151

Title, description and claim ......cvvieniicnnienimneoni, 1.153
Determination of request for reexamination ......cevvienceienienns 1515
Disbarment of attorneys and agents .......swwevssinsesrecssnensennns 1023
Disclaimer, statutory:

During interference oo 1.662(a)

FCC vorevrmnrieiriieenrorerinsesssmsesssssurerssnessessessusssessorsssessssansrvessess 1.20(d)

Requirements of werssreeeeneees 1,321

Terminal ...covmenermermemnncimm oo 1.321
Disclosure, aniendments to not permitted ........coccvernnirescressinnne 1.118
Disclosure document foe .....oovevvceivisicrersnnrnrecseassmesissscsnserens 1.21(c)
Discovery in interferences .....ocumerromnmenseisisrnns 1.671,1.687
Division. (See Restriction of application.)
Division of paient on TeiSSUC..uemmceisirvsericarorsssmeniesiiesiens 1.177
Document supply fees
Drawing:

AMENAMENE OFf c.ovvreverrererrrnrerecsavessresresermsserenserassessrores 1.118,1.123

Arrangement of views

Character of lines .....ccovvvrvsnsnsens

COlOF cuvsrnresesnsssesmsiseosnsrsaess

Conterit of drawing ..o.eoseervcrmsiscorrens

Copyright nofice .......

COrrection ...

Cost of copies of ..............

Diesign application............

EXtrancous MatiCr e cercrcorrrercrssmseseerssssarsrsssseserssessssssasanesans 1.84(1)

Figure for Official GAZEUE ....ccenivirisrerercrrersreeserssssessonsrnes 1.84(k)

Filed with application..............

Hatching and shading .......

[ACNUILICALION .vveevvcrestnreecnernrrerressresersasssssnssssersassosssasner 1.84(1)

If of an improvement, must show connection with

O1A SITUCIUIC ..vcrvverevsevnrsasenarmssssensessssensnssssssssansssssssssnnis 1.83

Inferior or defective drawings will be rejected

Informal drawings .......coermicicnicnsmrsnermensmmsissseions

Location of NAIMES ...ceimnimiconmiimimmmmemm. 1.84(1)

Mask WOTK NOUCE vcvveirvevrmnrverrsrsmrersorascessersnssssersesstsssorsens 1.84(0)

Must be described in and referred 1o specification ....ovvveeeee, 1.74

Must show every feature of the INVENtion ... 1.83

NO TClUIT OF TCIEASE vvvvvvveververecrrvisveniossansroresnisssassesasseversens 1.85(b)

Number of sheets 1.84(e)

Numbering of SHEELS .vvveviviervrniiviriiinesisnrssisnns 1.84(n)

Original may be used with application for reissue ....oivirin 1,174

Original should be retained by applicant ........cccoovvvivirenens 1.81(a)
Paper and iNK v 1.84(a)
Plant patent application ........ceermmrmnrminsernmmnenn 1.81, 1.165
Printed and published by Office when patented ...vvvenirinnincnen 1.84
Reference Characlers ..o 1.74, 1.84(f)
REISSUC crervvecirveerensirensnncnsnsnssiiensssrs o 1.174
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(Drawing:)
Release not permitted ... oo 1.85(b)
Required by law when necessary for understanding .............. 181
SCALC vt e e s 1.84(c)
SHAAINEG ...ccverermrnrimrirsiinmmsisnssssie s ssess s 1.84(d)
Size of sheet and MATINS .......cccvircenenniinnss s 1.84(b)
Specific rules relating to preparation of drawings
WIll BE enfOrced ... iviccnrcnrnrcenssisminnnnisnensesossessissmnessneseses 1.85
Standards for drawings
Symbols, legends .....coucveevcenrensinnnes
Transfer ... etereersnesatae s s sasustsrane 1.88
Transmission of drawings ......ceecevrvrninimiessnnneeinnens 1.84(m)
Use of old drawings in new application .........ccecreeveiiiriseninens 1.88
VICWS cnrivenurrnensenseneresirnsessesssnesssonstssissnsstesenssnsssssessessran 1.84(1), (§)
When necessary, part of complete application........woeoinne 1.51
Duty of diSClOSUIE ....oocceirmimnenssissnsmsesnsuenssessssnssreresians 1.56, 1.555
Patent 1erm EXLENSION ...evviireersnssessmsesersesssassssesseesssssesessesssnss 1.765
E
Election of SPECICS ..vvvirienrsmmarsmenesmmsssessssismsmironoosens 1.146
Employee testimony (Sce Testimony by Office employees)
Establishing small entity Status ......cevinmniniienniiinnn. 1.27,1.28

Evidence. (See Testimony in interferences.)
Examination of applications:

Abandoned and forfeited applications not cited in ........uc.e. 1.108
Advancement of examination ... SN 1.102
AS 10 fOIM ettt s sessacsssens 1.104, 1.105
Citation of references .....vvvricnminiisissnseseris 1.107
Completeness of examiner’s a6tion .......o.venenisiesnesnnns 1.105
EXaminer’s action ... e 1.104
International-type SCAICh ... i s 1.104
Nature of examination .........c.ovcnnenenssnes aesincsssssnns 1.104
Order of eXamination ... e 1.101
Reasons for allowance ... 1.109
Reexamination after rejection if requested ..o, w1111
Reexamination of original claims upon reissue .......cevvrenes 1.176
REISSUC vt v snsssss s 1.176
Rejection of ClaimS i 1.106
SUSPENSION Of ouercrnnecrnerinminsses st sescsnsoresenssssesssesasesons 1.103
Examination of papers by attorney or agent not permitted
Without AUNOTIZALION w.vviiivirisscsisins e eressae s 1.34
Examiners:
ANSWETS ON APPLAL vt 1.193
Complainis GERINSL.....vvvvienivereniminnerisiesssersssesiaacssssss saens 1.3
INterviews With ..., 1.133
EXCCULOTS 1oviuirnisiiricinrirssinsiessssssmsmann s ensssessasssssssassssnes 142,144
Exhibits. (Sce Models and exhibits.)
Export of technical data ........ccovrvmvinsvireccvsismscnnsins 5.19,5.20
Express abandonment ... 1.138

“Express Mail” certificate of mailing .....ueverineecssisinrenens 1.6, 1,10

Extension of patent term:

APPHCANL fOF vt 1.730
APPICAION fO 1ovviviriiriiiinisrinmenen e 1.740
Calculation of term:
Food or color additive ... 1.776
Human drug product ... 1.775
Medical deviCe ..o s 1.1717
CerlifICALE coinvinnne e e 1.780
Conditions for
Determination of cligibility
Duty of disclosure ........viennmvnrensisennns
Filing date of applicalion ... oo 1.741
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PATENT RULES RULES INDEX - 1
(Extension of patent term:) G
INLETIM EXLENSION vevvurerevrrererersrninrmessmrsstesntsmrarseressessrsestessonss 1,760 Gazette (See Official Gazette.)
Multiple appliCBlONS ......occomenecrssisnsmsormsisssminssmnssssssisssssis 1.785 General authorization to charge deposit account ....o.uvivnsin 1.28
Patents SUbjEct L0 ..o 1.710 General information and correspondence .......vvvinessens 1.1-1.8
Withdrawal of application Govermnment acquisition of foreign patent rights ......... 101.1-101.11
Extension of tIME ..., 1.136 Government employee iINVENLtoN ..eiesresinne
FEES i s 1.17 Government employees, 8s aitorney orf agent ............
Interference procecdings ..o, 1.645 Government interest in patent, recording of ...oooveviiiieirinnens 7.1-1.7
Reexamination proceedings ..o iiinsicsmmeisesnissins 1.55(Kc) Govemnment invea. ion Jurisdiction ......ucevcmeveiinnens 100.1-100.11
Government Patents B0ard .........ooconvicrsicsicnns 101.5-101.10, 102.5
F Guardian of insane person may apply for patent ... 1.43
Federal Register, publication of rules in ... 1.351, 1.352
Fees and payment of money: H
COUPONE c.vcrrreerresniniiesmsissiesssssiias s cesss e s sscosbsssessae 1.24 Hearings:
Deposit BCCOURIS .u.urvvvnnessmnicsnsormmssmsmsiseess s sssssssssens 1.25 Before the Board of Patents Appeals and Interferences ......1.194
Extension Of Hme ... 1.136 Fee for appeal hearing ... vviieninvisnsnninen, s 117
Fee on appeal to the Court of Appeals for the Federal Circuit In disbarment proceedings 10.144
provided by rules of COunt ... 1.301 Of motions in iNMErfErenCes ..vmevniiisenn 1.640
Fees in case of petitions ..o Holiday, time for action expiring on ... 16,1.7
Fees payable in advance..............
Foreign filing license petition ... v, 1
For international-type search report Identificstion of application, patent or registration ...........ovvenene 1.5
Method of payment .....euseiriemnmisenserenns Independent inventor:
Money by mail at risk of sender...... DefInition ... 1.9
Money paid by mistake S18LUS SIBICIMENL . ccvecvvrcrrenricrcccrsscsecisecssssinsmmssessorsssssssnsasssssinss 1.27
Pelitions ....vecveersmsesssasesereaes Information disclosure statement:
Reexamination FEqUESE ... s 1.20(c) At time of filing appliCAUON ..ccoiveriennaimiiesmen 1.51
REfUNAS oot i scesnssossmressssissesens 1.26 Content of ... 1.98
Relating to internationsl applications .....c.c.eorrvceresersinnnen 1.445 REEXBMINBUON 1vicireniininmammmmiemmisamairsmm 1.555
Schedule of fees and charges ..o 1.16-1.21 To comply with duty of disClOSUFE ...covrrvesssisissss s 1.7
File wrapper continuing application procedure ........oneieciinns 1.62 Updating prior to issuance of patent ... 1.99
Files and papers of abandoned applications, disposition ........... 1.14 Information, PUBLIC ....covvrvineicnimeniminnneemensson. 1.15
Files open to the public e renminamommmmonm 1.11 Insane inventor, application by guardian of .........ccccrinnnnnnninns 1.43
Filing date of applicAlion .........cccmcecereinneninnisncnconsemaorsin: 1.55 Interferences (See also Depositions, Motions in interferences,
Filing fee part of complete application .........covvnncniirccnnns 1.51 Preliminary Statement in interferences):
Filing fees ........ Cebeeer e an e e a e e Ae et sE SR e R s SE e rR RSB e RO RN areen e 1.16 Abandonment of the CONLEEL ..o, 1.662
Filing in Post Office ... 1.10 Access o BPPHCALONE wuvi it 1.612
Filing of interference settlement agreements ........vvvvmceernrens 1.666 Access 10 preliminary StAEMEnl v 1.631
Final rejection: Action by examiner after inlerference .o, 1.664
APPEAL FIOM cvvvvcvrrnsririerssrisisesisnassi s ssssiessessssnines 1.191 Action if statutory bar 8pPears ......oumiinansisaninn, 1.659
RESPONEE LD cuververonrnssnsrennesnssmrsusssnraessesissesssstserarsasasess 1.113,1.116 Addition of new party by examiner-in-chief........coooniniencns 1.642
When and how given............ Amendment during ... 1,615, 1.633, 1.634
Foreign appliCaUON ......oviievvvenvcnnnntimnimm i 1.55 Appeal to the Court of Appeals for the
License 10 file .o.ccvnrcinicninemincctonneminmsm s 5.11.533 Federal Circuit .. vnmmsmninmirins 1.301, 1.302
Foreign country: APPUCANL TEQUESLS o.veverirnisnsnsnirennssirnarsssssnenenes
Taking 0ath in ..o 1.66 ABIIAlION .o
Taking tesliMOnY N oo 1.684 Bricfs at final hearing ......cccccrvcnmisnmnnenssionnins
Foreign mask work protection ..., Part 150 Burden of proof .......vnmiinis
Evaluation of FEQUESE .....vvirmrcrmmrermvesmsmmmeesersssssesinanns 1504 CIVIL BCLON wovveecrn i e
DEfINIton covvvecvmmmmmiismmonmsssommsesresssens v 150,1 Claims copicd from Patent ..o 1.606, 1.607
Duration of proclamation ..... crnnnne 150.5 Claims of defeated partics stand finally disposed of ......ov.... 1.633
Initiation of evaluation ... 150.2 Concession of PHOTILY v 1.662
Muiling address ..., . .. 150.6 Conflicting partics having s8me aUOMCY ...ovviriecsresassmriens 1.613
Subtnisgion of TEQUESTS ..o 150.3 Copying claims from patent ... 1.606, 1.607
Foreign patent rights acquired by government ............ 101,1-101.11 Comespondence wuuinmmmossnasm s 1.5(¢)
1T 1317, e st e seaes 102.1-102.6 Declaration of INErference c. s, 1.611
Forfeited application, for nonpayment of issue fee.......... o 1,316 Definition ..o 1.601
Not cited a8 TCference ..o 1.108 Disclaimer to avoid interference .......... T 1.662(a)
Formulas and tables in patent applications .....o.cooonvevvvminenninn, 1.58 DHSCOVETY v, 1.671, 1.688
Fraud practiced or attempted on Office .o, 1.56 DISSOIUON Of ..ovvviiinnmieinimni s s 1.633
Dissolution on motion of EXaMINer ... e 1.641
EXLEnsion 0f MG e i ssseses 1.645
R - 109
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(Interferences:)

Failure of junior party 10 1aKe ©SHMONY i 1.652
Failure 10 prepure for v, 1.603-1.606
Final decision i 1.658
Finod Retring .o 1.654
Final hearing BrelS ..o 1.656
Idlentifying claim from patert ..., 1.607(a)(3), 1.637(c)(1)(vi)
In whatcases declured . . 1.601
Inspection of cases of OPPOSING PATHES wovinainminieis 1.612
Interference With & PUENL ..o, 1.606-1,608
Junior party fuils to overcome filing datc of senior party ... 1.640
Jurisdiction of IBCEErence i 1.614
Manner of service of PapPers ... 1.646
Matiers considered in determining priority v 1,658
MOUONS ooviirveinniessii s s s A.633 1,638
Nonpatentability argued ot final Resring oo 1.655
Notice and access to applications of opposing partics ..., 1.612

Notice of intent to argue abandonment ... 1.632

Notice to file civil aclion ..o v 1,303
Notices and SLEMENLE oonivrioseirsmmesimmmo. e 1.611
Ordor 1 show cause, judgment on the record i 1.640
Ownership of applications or patents involved ... O 14
Preliminary statement CONLENLS ..o ivvireesrinnmennrinn, 1.622-1.625
Preparation for v r s .1.603-1,608
Presumption as to order of invention ..., v 1.657
Prosceution by assignes i eressraesnsaens s . 1.643
Recommendation by Board of Patent Appesls and

Interferences ... N 1.659
Records of, when open 1 public .o, o wenesaren 111
Reissue filed by patentee during ..o ernarenns 1662
Requests by applicants .o e s . 1.604
Requests for findings of fuct and conclusions of lew ... . 1.656
Return of unsuthorized papers ....... PN e 1,018

Review of decision by civil 8cion ..o 1,303
Same partY v verernnenes 1,602

L Ty R R T T R P T P PP T TTR IR Y I

Sanctions for failure to comply with rules of order ...vcivi. 1,616
Second interforence botween samo portes ... o 1,665
Secrecy order Cas6s ..ouwiiieonmeon we 5.3(b)
Service of PAPETE .o, w 1,646
Statement of, from exumincr lo Bonrd wvisseossernena 1,609
Status of claims of defeated applicant afu.r mlurfcrencc e 1,663
Stawtory disclaimer by patentee during ..., dreesrsseiaeis 1.662
Suggestion of claims for interference ......... s . 1.605
Summiry JUdgmeEnt ... s 1.617
Suspension of ¢x parte proseculion ... .o, vernenns 1,615
Termination of INEITEIENCE vvrevvirinaramiernmmne 1.661
Testimony copics o versrinen . 1.653
Time period for completion v, 1.610
Times for discovery and taking testimony .« 1,651
TrINSIIONS «eovveveivirienss s e seecsirsersareseve e sos 1.647

{uternational application. (Sce l’ulcm ("oopc.mlum Trcmy )
International Preliminary Examining Authority ... 1,416
INEErview SRMMATY ovimnoonommamsmsmmemonns 1,133
Interviews with examiner .o RN 1.133,1.560
Inventor (see also Applicant for paient, Oath in patent application):
Death or insanity of .ovvevienn s b aae veenens 1,42, 1,43
................. 1.47

Refuses 1o sign applicstion ...
To make apPlCAION c.ovcvvirrniii 1.41
Unavailable oo e e 147
Inventor's certificnte priority benefit ..o 1.55
laveniorship and date of invention of the subject matter of
INAividual cliims i 1.110
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IE5UE FO8 ciuviurninniii i s e 1.18
Issue of patent (See Allowance and issue of patent.)

"
Joinder of inventions in one applicstion ... . 1.141
JOINL INVENLOTS 11ivviveviienin i 1.4‘5 I47 1.324
Joint patont o inventor and asSIgNee e, 1.46, 1.334

Jurisdiction:
After decision by Board of Patent Appeals and

TRIETTEICNCES wuvvinsirensisonissrimmsssrs e sasies 1.197,1.198
Afler notice of BIIOWHENEE .vvvii s 1.312
(Jurisdiction:)
Government iNVENLoNS ..o 100.1-100.11
OF contested CRSE ... 1.614
L
Lapsed PaLEntS ..o 1.317
Legal representative of deceased or incapacitated
INVENIOT coovniirisesinn it asesssarsis s 1.42-1.43
Letters 10 the Office. (See Correspondence.)
LAbERFY SEIVICE 00 i e s 1.19(c)
License and assignment of government mlorca( in patent .....7.1-7.3
License for foreign filing ‘5 11-5.17
Licensing of government owned forgign patents........... 102,1-102.6
List of U.S. Putents classified in a subclass, cost of ..o 1.19(d)
Local delivery box rental ....ovimniimcninomnon. 1.21(d)
M
Maintenance {688 ... e s 1.20
Accoptance of delayed payment of v, 1.378
Pes address for ., s v Vs 1.363
Review of decision refusing 10 8CCOPL vnimeriminiiiin, 1.377
Submission of . tetsesbnn e 1,366
Time for payment of ..o T P 1.362
Mask work notice in spocification......... s 1.71(d)
Mask work notice on drawing v......... et s b or 1.84(0)
Mask work protection, Foreign ... PP Part 150
Microfiche doposit ... 1,96
Minimum balence in (.cpomt nccmmts ................... C e 1.25
Migjoinder of IVENLOr ..o, 1.48, 1.324
Mistake in patent, cortificats thercof issued..o.vvvenin, 1.322,1.323
Models and exhibits:
COPIEs Of ..evvreinernirenrieennerome s 1.95
If not claimed within reasonable time, may be disposed
of by Commissioner ... 1.94
If on examination model be fonnd necessary request
therefor will be mude ... 1.91
In cONLESIEH CARBE onviviniviririrre s v ssss s snsecsseains 1.676
May be required . P 1.92
Madel not gencrally required in application or patent .......... 1.91

Not to be teken from the Office excopt in custody of swomn
EMPIOYOE oo 1,98

Roturn of i w194
Working mode! may be ru]ulrul .......................................... 1.92
Money. (See Fees and payment of money.)
Motions in interference v e 1.633-1.637
To take testimony in foreign COMMITY ..., 1.684
N
Name of APPHCANL i s 1.41
New muatter inadmissible in application .., 1.114
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v 13K, 1.552(b)

New matter inadmissible in reexamination ..
New matter inadmissibie in reissue .o
Non-English language specification fee ...
Nonprofit organization;

Delinition
SUAUS SIEMENL s e 1.27
Notice:
Of allowance 0f "PPLCAHON v oevrvreinianmreie s 1.311
Gi appeal to the court of Appeals for the Federal
CHrCUit e e e 1.301, 1.302
OF arbtration 8Ward ..o e, 1.335
OF defective reexamination request v LI HKC)
(Notice:)
Of interference ... e e e e e s e e r e e s 1.611
Of oral hearings belore the Board of Patent Appulls
and INterferences v, SOOI 1.194
Of rejection of an application ... TN 1.104
Of taking t1estimony oo e e 1.673
Of use of official records as evidence ....... Ceeresesten e e 1.682
To conflicting parties with same attorney or agent .., 1.613
To purtics in iNECrEFEnCe CASES v 1.611
0
Outh in patent application: (see also Declaration)
APOSHIILS oovvvivrsvccnricrirnmcrcscsniasscnsennmorismisssoasssomimsmirsssrsrsns 1.66
Before whom tuken in (oreign Countries v, 1.66
Before whom taken in United Sates oo 1.66
By administralor or eXectlor ..o, vererreensans 142,1.63
By guardion of insane person ..o 1.43,1.63
Certificate of Officer adminiSICring ..o e 1.66

Continuation-in-part ..o 1,63(d)
Declaration v, crersrens e
Foreign angunge e e 1,68
Internationsl application ...

Inventor’s Certificute .o

veverarsene 1,63

Muade by inventor ........ 141, 1.63
New oath reguired if original ioo old ............... 1,63
Officers authorized to administer ouths .... 1.66
Part of complete application ........... .1.51
Person muking ..o . 1,64
Plant patent application ... 1.162
Requirements of ............. .1.63
Ribboned to other papers ... 1.66
Sealed .. 1,66
SIBNAUIC L0 wovvvvivirnrersnsinsisesmermirsiis e fe e 1.63
Supplementsl oath for matter disclosed but not originally
CHIMEE i s s . 1.67

To acknowledge duty of disclosure ... « 1.63

When taken abroad o scal all papers .. . 1.66
Oath in reissue application .o, D, 1.175
Oath or declarntion

Plint patent application ... PP v 1162

When international application enters national stage ......... 1.497
Object of the IVEention v oeeim. Cee - 1.73
Office action time fOr FESPONSE wuvvrrinn s 1,134

Office foes, (See Fees and payment of money.)
Officers and eiployees, Government, scting as attorneys or

AECNIS v vvivvicinnn s s TN 10.6
Official action, based exclusively upon the written record.......... 1.2
Official business, should be transacted in Writing ..o, 1.2

R-111

RULES INDEX - P
Official Gazette:
Amendments 1o rules published i, w1351
One view ol drawing published in ... ..1.84

Service of NOHCES IN v .1.646
Oral SLAEMENLS v e 1.2
Order of examination ... L1101
Order Lo TeeXamMiNe .o vt seesest i senes 1.525

l)
Papers badly written, printing or typewriting required ..o 1.52
Papers not reccived on Saturday, Sunday or holidays ..o 1.6

Patent application (Sce Application for patent.)
Patent attorneys and agents. (Sce Attorneys and agents.)
Patent Cooperation Treaty:

Amendments and corrections during international

PIOCESSING 1 ovvvrinsivnenssossinmsisissssnssssrssemsssesississsssssnessersssss L1471
Amendments during international preliminary

CRAMINALON (v i Heer e s .1.485
Applicant for international application ....... O, o 1,421
Changes in person, name or address, where fited . 1.421(f), 1.472
Conduct of international preliminary examination ........... w1484
Definition of terms ........... s rerees e . .1.401
Delays in meeting time HImits oo .1.468
Demand for international preliminary examination v, 1.480
Designation of StALES ..o 1432
Entry into national S1age ... e . 1.491

As a designated office ..., 1.494

As an elected ofiCe i, 1.495
Examination at national s1age ......ocvvvivene aesnisnesnsssnnae 1,496
Fees:

Designation fees .o e s e 1,432

Due on filing of intemational application.., v 1.431(c)
Failure to pay resulis in withdrawal of
application ......ceeue. wenn 1431(c), 1.432
Filing and processing fees . wresnonnenen 1 445
International preliminary examining ... o 1482
National s1ag¢ ...cuvns e 1,492
Refunds ......... w1446
Filing by other than inventor.... . . 1425
Intermnational application requirements ... . 1431
. 1438

ADSITACE oo vinivienviesienrsenrenes
Claims .cvevierenne ; o 1,436
Description . o 1,435

Drawings v . . 1,437
Physical rcquircmenls v 1,433
.. 1434

. Request....
International Burcuu e e w1415
International Preliminary Examining Authority . w1416
Inventor decensed o, Chrevereesresnanasens 1422

Inventor insane or lcgully incupucilmcd " . 1423
Inventors, joint ... . v 1,424
National stage r'xummnuon " weens 1,496
Oath or declaration at national qlu@,c s 1,497
Priority, claim o7 ..cocrinnene e 1451
Record copy to International Bureau, Transmittal

Procedures woue. s 1401
Representation by ullomcy or ngcnl e 1,458
Rule 13 ..o RO veresrons weenen 1,478

Time limits for processing applications ........vnneee. 1,465, 1,468

T P T T P P T R T TP P PYTITY)
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(Patent Cooperation Treaty:)
United States as:
Designated Office ..

1414, 1497
International Sulr(.huu., Authonly -

vremanesrenans 1413

Receiving Office vuvvinminminninmasnnoisnoosn 1412
Unity of invention:
Before Intemational Searching Authority ..o, 1.475, 1476

Before International Preliminary Examining
AWHOTILY (i
National stage....

s 1487, 1,488
oo 1,499

Protest 10 18cK of vovvinonecnnenenaeesscnnen 1LATT, 1.489
Patent policy, gOvernment ... 1000110011
Patentee notificd of INICIIEIENCE (i 1.602
Patents (see also Allowance and issuc of Patent):

Available for license or sale, publication of notice ....... we 1,21(8)

Certified COPies Of cuvrimiimianeme s 113
Copying claims of .. . 1.606, 1.607
Correction of errors i i, L1322, 1,323, 1.324

Rate, duration and form . L1317
Delivery of oo 1318
Disclaimer .ovninnn. P TRTRN B 7 A
Identification required in lelters conCErning v 1.9
Lapsed, for nonpayment of issue fee ... SN 1317
Obtainable by ¢ivil 4O s, e 1.303
Price of copies ......... e e 1.19
Records of, open to public wevereen 111
Reissuing of, when defective .. l 171 l 179

Payment of {ees .. e 123
Personal stendance UNNCCESSITY . wiminmmisesmcsmonine 112
Petition [Or FeisSSUE v, cornemmenneenns LT 1172
Petition to Commissioner:
FEEE wrvvnniscnnsenmnmmeisesmansimmsnninsnnsssessrmmssssssivassvessers 1217
For duluwd pnynu,m of issue I'u... vorense Sp— ) i
For license for foreign filing .o 5,12

For the revival of an abandoned application R | .!37

From formal ebjections or requirements ... e 1113, 1,181
Front requirement for restriction ... vorsmreessennrennronnens 1,144
reneril FCQUITCIMENLS .overinansrscenrs i P s w1181
J1 INICITCIENCES 1oviviriiseisritnsmerircssessrmreniarsssiniesessess siaseses 1.644
I reex aminstion ..., peerrrenines e sesssiine weeo 1.515(C)
On refusal of examiner to admit amendment....ovevcininnn 1,127
Questions not specifically provided for ... -

Reconsideration of cases decided by lormer
Commissioners ..
Suspension of rules

To exercise supervisory authority s vereonnenens 1181
To make special ........ aenenes e PR I | | 7
To strike applications .....eeeeenne veseneaenes wriermeessnnsnsesarerrans 1,56

Upon objection that appeal is informal v, 1,193

Plant patent applications:

Applicint 1,162
Claim ...oveees coveerestrseans erenne " e 1,164
Declaration . SR TPBTIN 1.162

PIeSCHIPUON o
Drawings oo
Examination

Fee for copies .. R N L

T T I TR TP Y TR YRR IN T AT

Filing fe¢. . " JA.16(g)

ISSUE FCC vrvrvrrrvrrrriressesrresraesresersesres eereernees v e 1.18(c)

Rules applicable ..., e v v 11161

Speciflication. ..o, e e 1163
Rev. 13, Nov. 1989
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(Plant patent applications:)

SPOCINCHE v e s 1,166
Post issuance fees v w120
Post Office rwmpl as filing dmc ....................................... e 1,10
Postal emergency or ierruplion ..o SRR l 6(d)
Power of atlorney. (See Attorneys or agents.)

Preliminary Examining Authority, International ... 1.416
Preliminary statement in interferences:
ACCESS L0 v . 1,631
Contents to .. s o 1.622-1.627

Coantents of, mvcnuon made abroad ... R e 1,624
Corraction of Stalement on MOUON s 1.628
ElTect OF SIMECMENT 1vveninnerieceiesssinimninsmniessssse 1.629
Failure to ile v e e 1.639, 1.640
In case of motion to amend interference ......ovvieivinens R 1.633
Muay be amended if defective i, 1.628
Reliance on prior application ........... - 1,630
Requirement for i W 1,621
Sealed before filing «o i 1.627
Service on opposing partios ....... PPN 1.621
Subsegquent testimony alleging prior dates excluded ... 1,629
When openced to inspection ... T 1.631
Printing (ostimony .., pe e 1.653
Prior art citation in oo, e 1.501
Prior art may be made of record in patent file ..o 1.501
Prior art statoment:
Conent of ..o, e e st ser e 1.98
I reaxmmination o, - .. 1,858
To comply with duly of dlsclnsurc ..... TN 1.97
Updating prior to issuance of patent ....... SFTD 1.99
Priority of invention. (See Interferences,)
Priority, right of, under treaty or law ... vt e 1.58
Processing and retention fee ..o, 1.21¢h), 1.53(d)
Proclamation as to protection of forcign mask works ......... Part 150
Production of documents in legal proceedings oo Part 15a
Protests to grants of PMERL i 1.291
Public Information .......... v 118
Public use proceedings ...vveneeinn Vet e s TN 1.292
FOB oo, RO rerre e e sre e L17¢)
Publication:
Of patent based on international apphication ..., 1.318
Of reexamination cerificale s « LSTHD
R
Reasons for allowance ..o s 1.109%
Reconsideration of cases decided by o former Commissioner 1,184
Reconsideration of Office action .., Lervensreren st e 1.112
Recording of assignments. (Sec Assignments and recording.)
Records of the Putent and Trademark Office L 1.11-1.18
Records used ns evidence in interference ..o, vones 1682
Reexamination:
Amondmonts, manner of Making voeennnmaonenn 1121(6)
Amnouncement in QUG cvencennnemmsnnsnena L THE)
Appoeal to Bowrd i P v 1191
Appeal 10 CAFLC, i, Ve e «.1.301
Certilicate v - 1.570
Civil 8CHON v «. 1,303
Concurrent office Proceethings oo 1.565
Conduct of proceedings ..o 1,350
Comrespondence sddress .o inonmmanonmnrns 1, 33(€)
Decision of request v, e e w1518
Duty of disclosure ..o o . R e 1,385

R-112

bl




PATENT RULES

(Reexamination:)
EXaminer's 8CHON vnmmnmnissssinmssssesssnnns 1104
Fee ...
Fee charged o deposit accomt .,
Tdentification N JSHEE v L3(d)
Initiated by COMMISSIONOT 1o 1.520
TETEreNCe wimvnim s s LIGS
INLEIVIEWS (e o 19600
Open 10 PUDHE ninnosaianmnoasnoonsososoee L)
ORI crivcii e LA
Reconsideration ....soneiiamees oo 1112
Refund of fee......
Reply by réquestor v 1,335
Reply 10 4CHON s iiminnnaconsmannmaree LT
REQUBSL e s L3 10
Response consideration v iacinoomionoe e 1340

Ty

SOIVICO v s 1 2408
Statement of PAENt OWRET e 1330
Reference characters in drawings .....ccvvinnacannenn 174, 1.84(0)
References cited on examinition ..o 110, 1,106, 1,107
Refund of money paid by mistake ... wne 1,26
Register of Gavernmont interest in patents ....ovvecnennnn 7.1-7.7
Rohoaring:

On appeal 10 Board oo 1197
Petition for, when time for appeal stayed .o, 1302
Reissues:

ApPlCANLS, USSIENOCS 1o LT

Application fOr TEISSUG v LT

Application mads and sworn to by inventor, if living ..., 1,17

Declifation .o L1789

Drawings oo wvensennnenr 1174

Examination of 1eissie ... 1170

Filed during interference e 1,.062(1)

Filed during reexamination .....cuocmcnmssanans L3605

Filing of announcement in Official Gazetto ., v 111

Grounds for and requirements ..o 11711179

TSSO TE0 wvvverniimminirrs e oo L 8(0)

Loss of original PAENt ... i LT3

Notice of reissue apphication ... 1179

Outhr ......... o 1178

Open to public wen 111

Original claims subject 1o reeXmmination ..o 1,176

Original patent surrondered v oo 1178

Reissue in divisions ..vcnnnmecnmnncammean LT

Speaification v onennnonimenmomeneensonoees 11T

Take precedence in order of examination we 1176

TO CONNIN BO TOW T s e 1173

What must accompany application ... cnenmnen LT 1,172

WHEN in iMErferente oo oo e 1660
Rejection:

After two rejections appeal may be taken from

examiner 10 Board .o inisismnnecennee 191

Applicant will be notified of rejection with reasons and

FRfCIONCES vovricirenene e oo 1 1M

Basod on fraud or violation of duty of disclosure .., 1.56

Examiner may rely on admissions by applicani or
patent owner, or facts within exmininer's knowledge ... 1,106

rerene

"

D ~ B

| 1113

Formal objections .oaaonaininnonnon LI LHOS
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(Rejection:)
On account of invention shown by others but not claimed,
how avercome ... N RKY
References will be cited oo 1106
Requisites of notice of v LT, 1,106, 1,107
Reply briel ..o 1193
Reply by applicant or patent oWner e e L
Reply by requester . . 1.535
Reprosentitive Capacity ..o e, e 1.34(8)
Request for reconsiderttion ..o, 11112
Request for reoxaniingtion o.oovenenssammeonenns 1L H)
Reservation clauses not pernitied .o, 179
e 1134
Restriction of application ....covvveniinnnininna LI TG
Claims 10 nonelected invention withdrawit e, 1142
Constructive election . mniieroon. wnvesnsennneens 1145
Petition from requirements for oo L4
Provisional election i, 143
Raconsidoration of requitement oo 1143
Requirement for .oniiennmmmmmnneeemenn 1L 142
Subsequent presentation of elaims for different invention .. 1.145
Retention fee nvenmmenieomaoamnee L2HD), L33
Return of correspondence ... . C15()
Return of papers having a filing dite .oniniinonnnnnn 199
Revival of abmdoned application c..naoimnons 1137
Unavoidable abandonment {80 .o ieomnnceceeene LT
Unintentional abandonment {ee oo, SRR I8 i 1))
Ruvocation of power of attorney or authorization of agent ..., 1.36
Rules of Practice:
Amondments to rules will be published o, 1351
Publication of notice of proposed amendments ....covn., 1.352

Iy

e searsarssrrseresiaeigs

searatessiisee

tereres

S

Saturday, when lust day falls onnion e 17
Scopo of reexamination proceedings v, 1,552
Secreey OTdCr o 3. 1058
Serial numbor of applicttion i, 1,88
Servico of notices;

For taking tostimony ...vnmannonminen 1073

I Iorference eases v, 1611

Of appeal to the LS. Court of Appeals for the Federal

CIERIL oo 1a03

Sorvice of papers;

Protosts wid public use proceedings ..o 1,291, 1,292

Rueexamintfion ..o 1,248
Sorvics of Process .o ooiinonneoa oo 2L LS

Acceptinee of service of Process oo 153

DIANION (oo 19,2

Scopo and pUrpose i o 1801
Shortened poriod for rasPONSe i 1,136
Signaturo:

OFf a1ormay or AgeNt wuciinoeooseoeeen 18

To smondments, ot When 10 AOIMEY .o 1,33

To oxpross abandonment .o noenereon 1138

TO 08l Lo essros 103

To reissue oath of declaralion e 1172
Small business concorn:

Delintion ..o onnonmnnessesroesnn 18

Status sttement o
Small entity:

BefMEON oo, reessneans 19

Liconse to Federal Agency oo 127
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(Small entity?)

SEEMENL i oo 127
Statement in parent apphication .o 128
Status establishment co oo 127, 1,28
SLAUS UPAULE (s 1,28
Solicitor's udldross .. v 13(E)
Species of invention claimed e v 1141, 1,146
Specification (sce also Application for patent, Claims):
AENUMENLS L0 oo 1,117, L8, 1,125
Arrangement of ., w177
Best mode cnnnnnnonminnnonaaneinnsassssesen 171

LTI erserene

Contetts of onimmainnnononossosoneee 1 7121,75
Copyright nOHCE v 1L7T1H{d)
Cross-references to other applications
Description of the invention .o 1,71
Erasures and insertions imust not be made by applicant....... 1,121
Il defective, reissuc 10 COrmect i 1,171,179
Mask WOTK NOUCE ovrverennenenrennrarmnssimsensrsessrssssssensserees L 1 1{h)
Must conclude with specific and distinet cloim ..veniinnn 1.75
Must point out new improvements specifically v 171
Must refer by figures 1o drawings oo 1,74
Must set forth the precise invention ..., v 171
Not returned alter compleiion vouvmncriimiiemnaiine 159
Object of the INVENHON v 173
Order of arrungenient in framing ..o vevesrssseeonnns 177
Paper, writing, MATEINS i 1.52
Part of complete application ... imeannneoe 131
Reference 10 drawings i 174
Requirements of ..o L1175
Reservation clauses not permitled.......... arornereereserreseens 179
SUBSHINE v e sremsnscrarerisnnncnenesmsmmassstsnssesnnes 1o 1 23
Summiary of the INVENON e 73
Title of the INVENUON oo 1.72
To be rewritlen, i BECCESTY 1ovvviirnireccsrornmmimsirienmen 1,128
Specimens. (See Models and exhibits.)
Specimens of composition of matter to be furnished when
Specimens of plants ... e 1, 166
Statement of status &8 sMAll CAtILY v 127
Statntory disChimer [ couvvnrvnsrissrossanesossinsnssesronnee 1L20(d)
Stattory invention registrations ... 1,293
EXQMINNUOH ooriivrneninnriissrmriessresissecsssernsreorasscececcsoecne 1. 298
Publication of ..o 1297
Review of decision finally refusing to publish ........coeevinr. 1,295
Witlidrawal of request for publication of ... 1,296
Sufficient funds in deposit BCCOUM wvvvrvvianmine 1,23
Suit in equity. (Sce Civil action.)
Sumnuary of MYERLION .o, vrenenrens 173
Suniday, when last day [alls oo 1,7
Supervisory authority, petition to Commissioner {0 exercise .. 1,181
Supplemental outh for amendment presenting claims lor matter
disclosed but not originally claimed ..o.ooviiconiniisinmiinnd 1,67
Surcharge for oath or basic filing fee liled after
(ling date oo 1.10(2), 1.53
Suspension of aCHON oo LT3
Suspension of ex parte proseeution during interference .......... 1.615
Suspension of UIEE i 181
Symbols for drawings ...ovmnemnnimamnononons 1L.84(g)
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¥
Tables in patent applicalONs .o, 1,58
Term of design patent v 1155
Terminal disclaimer .o 1321
Testimony by Office employees . Part 154
Delimition ..o,
General FULS v 1 3004
Office POliCY «ovvviviivmiinnin s 1 38,3
Private litigntion ..o,
Proceedings involving the United States oo 158.7
Production of documents ...

Subpeona of Office employee v 1507
Testimony in interferences
Additional time for WKINg ....coeccininiiinesnonnnne. 1,645
Assignment of times for taking .... .1.651
Certification und filing by of[icer ..ovnin i 1,676
Copies Of i 1,653
Depositions must be filed coovnniinninnn oo 1LO78
DISCOVETY i 1LOBT
Effect of errors and irregularitics in deposition ..o, 1,685
Evidence must comply with fules .o, 1671
Exomination of Wilnesses ..o 1675
Failure 10 take i vvicinenes v 1.652
Form of deposition ... 1677
Formal objections 10 i L85
Formatlities in preparing depositions ... 1.674-1.677
In [Oreign COUNILIES woovvvivineenrenannnsissrmoesens 1L 684
Inspection of LESUMONY .o, .. 1.679
Manner of taking testimony of Witnesses v 1.672
Motion to extend time for taKing ...oovvovcrinicnennennn. 1645
Not considered if not taken and filed in compliance
Wil TUIES v s 1,071
Notice of examination of Withesses i, 1,673
Notice of intent 1o use FeCords oo 1682
Objections noted in depositions ..., L6758
Objections 10 formal MALErs .. men. 1,088
Official records and printed publications v 1.682
Officer's Certificile v mminmegn 1,676
Persons before whom depositions may be taken ...oivnnien, 1.674
PrMING of oo 1,653
Service of NOtICe v e 1673
Stipulutions or agreements CONCEINING .overereneciine 1,672
Tuken by depositions ... 1672
Testimony taken in another interlerence or action, use of ... 1.683
Time for 1KING .ccccovivcrnmeccvcniccvcncncanmmoasmesssorsssnosssssnenss 1,681
To be ingpected by parties (0 the case only v, 1,679
Time expiring on Saturday, Sunday, or holiday ......veecensinee 1.7
Time for puyment of 188U [CC oo, 1.311
Time for response by upplicant ..... v 1135, 1136
Time for response by ptent OWNET ... 1.530
Time for response by requester e 1,535
Time for response to Office action ..o 1,134
Time, periods of wuiiiemoiimneoieonsassn 1.7
Timely filing of correspondence ...
Title of MVERUON i 1. 72
Title reports, fee for .. 1. 19(0)
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U
Unavoidabls abandonment ... 1.137
Unintentional abandonment ..o 1.137
United States as
Designated Office i 1.414, 1.497
Elected Office ..o 1.414
International Preliminary Examining Authority ... 1.416
International Scarching AUhOrity ..ovciniiniiee 1.413
Receiving Office oo 1412
Unsigned continuation or divisional application ........cv.ns 1.60, 1.62
Use of file of purent applicalion ... 1.62

R-115

RULES INDEX - W
v
Verificd statement of small entity status ... 1.27
W
WHIVEE Of SECTECY ..vcnuinininisriisnsisisiess s ssissssssnsnsnsassons 1.62
Withdrawal from issue
Withdrawal of altormey OF 82ENL .. 1.36

Withdrawal of request for statutory invention registration ...... 1.296
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PRACTICE BEFORE THE PATENT AND
TRADEMARK OFFICE

PART 10 - REPRESENTATION OF
OTHERS BEFORE THE PATENT AND
TRADEMARK OFFICE

§ 10.1 Definitions.

§ 10.2 Diractor of Enrollment and Discipline,
§ 10.3 Committes on Enrolhment,

$ 104 Committes on Discipline,

INDIVIDUALS ENTITLED TO PRACTICE BEFORE THE
PATENT AND TRADEMARK OFFICE

§ 10.5 Rogistor of attornoys and agents in patont cases.

§ 10.6 Rogisiration of attornoys and agonts,

§ 10,7 Requirsments for rogistration,

§ 10.8 Qath and rogistration foe.

§ 109 Limited recognition in patont cases,

§ 10.10 Rostrictions on practice in patont cases.

§ 1011 Removing names from the rogister,

§§10.12 - 10,13 | Reserved]

§ 10.14 Individuals who may practice before the Office in trademark
and other non-patont casos,

§ 10.15 Refusal 10 rocognize a practitioner,

§8 10,16 - 10.17 {Resorved]

§ 10,18 Signature and certificate of practitioner,

§ 10.19 [Resorved]

PATENT AND TRADEMARK OFFICE CODE OF
PROFESSIONAL RESPONSIBILITY

§ 10.20 Canons and Disciplinary Rules.

§ 10.21 Canon 1.

§ 10.22 Mainwining integrity and competence of the legal profession,
§ 10.23 Misconduct

§ 10.24 Disclosure of information o suthoritios.

§€ 10.25 - 10.29 [ Reserved]

§ 1030 Canon 2.

§ 10.31 Communications concorning & practitionor's servicos,
§ 1032 Advertising.

§ 1033 Dircct contact with perspoctive ¢lionts,

§10.34 Communications of ficlds of practice,

§ 10.35 Firm namos and lettorheads,

§ 1036 Fees for logul sorvicos.

§ 10.37 Division of feos among practitioners,

§ 10.38 Agreoments restricting the practice of a peactitioner,
& 1039 Acceptance of omployment,

§ 10,40 Withdrawal from omploymont,

§4 1041 - 10,45 [Roserved)

§ 1046 Canon 3.

§ 10.47 Aiding unanthorized practics of law.

§ 1048 Sharing legal foes,

§ 1049 Forming a partnorship with o non-practitioner,

§8 10.50 - 10.55 (Roserved]

$ 1056 Cancn 4.

§ 10.57 Preservation of confidences and secrots of a cliont,
§8 10.58 - 10.60 [Reseivedi
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§ 10.61 Canon 5.

§ 10.62 Refusing employment when the interest of the practitioner may
inpair the practitioner's independent professional judgment,

§ 10,63 Withdrawal whon the practitioner bocomes a witness.

§ 10.64 Avoiding acquisition of intorest in Litigation or proceeding
befors the Office.

§ 10.65 Limiting business relations with a client,

§ 10.66 Rofusing to aceeptor continue employment if the interests of
another client may impair the indopandent professional
Judgment of the practitioner.

§ 10.67 Seuling similar eleims of clionts.

§10.68 Avoiding influenca by others than the client.

§8 10.69 - 10.75 [Resorved]

§ 1076 Cunon 6,

§ 10.77 Fuiling 10 act compotently,

§ 10,78 Limiting liability to cliem,

§6 10.79 - 1082 |Reserved]

£10.83 Camon 7.

§ 10.84 Roprosenting a client zoalously.

§10.85 Roprosenting & cliont within the bounds of the law,

§ 10.86 (Rosorved]

§ 10,87 Comumunicating with one of adverse interest.

§ 10.88 Throatening criminal prosecution.

§ 10,89 Conduct in proceedings.

£§ 10.90-10.91 {Rueserved]

§ 10.92 Contact with witnhesses,

§ 1093 Contact with officials,

85 10.94 - 10,99 |Rosorved)

§ 10,100 Canon 8.

§ 10,101 Action as a public official,

§ 10.102 Stuoments concerning officials.

§ 10,103 Practitioner candidato for judicial office,

§6 10,104 . 10,109 {Reservexl]

§10.110 Canon 9,

§ 10.111 Avoiding even the appearance of imptopricty,

§ 10,112 Prosorving identity of funds and proporty of client.

$6 10,113 - 10,129 [Resorved]

INVESTIQATIONS AND DISCIPLINARY PROCEEDINGS

§ 10.130 Roprimand, suspension or oxclusion.

§ 10.13]1 Investigations.

$ 10,132 Initisting a disciplinary proceeding; refevence 10 an
administrative law judge.

§ 10.133 Conforence between Director and practitioner; resignution,

§ 10,134 Complaint.

§ 10,135 Servico of complaint,

§ 10.136 Answer to complaint,

$ 10,137 Supplemeontul complaint,

§ 10,138 Contosted caso.

£ 10,139 Administrative law judge; appointment; responsibilities;
roview of interlocwlory orders; stays,

§ 10.140 Roproseutative for Director or respondent,

§ 10.141 Filing of papers.

§ 10,142 Sorvice of Papers,

§10.143 Motions.

§ 10.144 Hoarings,

§ 10,145 Prool; variance; amendment of ploudings.

§10.145 - 10,148 |Roserved).

§ 10.149 Burden of Proofl.

§ 10,150 Evidence,
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§ 10,1

§ 10151 Dupositions,

§ 10,152 Discovery.

§ 10,153 Proposed findings and conclusions; post-hoaring me
morandum,

§ 10154 Initinl decision of administrative lew judge.

§ 10155 Appeal to the Commissioner,

§ 10,156 Decision of the Commissioner,

§ 10.157 Review of the Commissioner’s final decision,

§ 10,158 Suspended or excinded practitioner,

§ 10459 Notice of suspension or exclusion,

§ 10,160 Petition for reinstatemont,

§ 10,161 Savings clause,

£8 10,162 - 10.169 |Reserved].

§ 10,170 Suspension of rules.

§ 100 Definitions,

This part governs solely the practice of patent, trademark,
and other law before the Patent and Trademark Office. Nothing
in this part shall be construed o preempt the anthority of cach
State to regulate the practice of law, ¢xcept o the extent
necessary for the Patent and Trademark Office to accomplishits
{ederal objectives. Unless otherwise clear from the context, the
following delinitions apply (o this part;

() “Alfidavit” means affidavit, dectarationunder 35 U.S.C.
25 (see § 168 and § 2.20 of this subchapter), or siatutory
declaration under 28 U.S.C, 1746,

(b) “Application” includes an application for a design,
Plant, or utility patent, an application to reissuc any patent, and
an application 1o register & trademark,

(©) “Auorney” or “lawyer” means an individual who is a
member in good standing of tic bor of any United Stites court
or the highesteourt of any State, A“non-lawyer™ isaperson who
is not an aitorngy or lawyer,

() “Canon” is defined in § 10.200).

(¢) “Confidence” is defined in §10.57 ).

(H “Differing interests” include every interest that may
adversely affect either the judgment or the loyalty ol a practitio-
ner to o client, whether ithe a conflicting, inconsistent, diverse,
or other inferest,

(2} “Director” means the Ricector of Enrollment and Disci-
pline.

(h) "Disciplinary Rule” is defined in § 10.20(b).

() “Eaployee of a tribunal® includes all employeces of
courts, the Office, and other adjudicatory bodies.

() “Giving information” within the meaning of § 10.23(c)
(2) includes making (1) & writlen s1afcment of representation or
(2) an oral statement or representation,

(k) “Law fiom" includes a professional legal corporation or
a partnership.

(1 “Legal counsel” meanys practitioner,

(m) “Legal profession” includes the individuals who are
lawtully engaged in practice of patent, trademank, and other law
hefore the Office.

() “Legal service”™ means any legal service wiiich may
lawlully be performed by a practitioner before the Oftice,

(0) "“Legal System” includes the Office and courts and
adjudicatory bodies which review matters on which the Office
has acted.
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() “Office™ means Patent and Trademark Office.

(q) “Person™ includes a corporation, an assocition, a trust,
a partnership, and any other organization or legal entity,

(1) “Practitioner” means (1) an attorney ov agent registered
to practice before the Office in patent cases or (2) an individual
authorized under § U.S.C. S0(b) or otherwise as provided by
this subchapter, 1o practice before the Oftice in trademark cases
or other non-patent cases. A “suspended or excluded practitio-
ner” is a practitioner who is suspended or excluded under §
10.156. A “non-practitioner” is an individual who is not a
praclitioner,

(8) A "proceeding hefore the Oftice” includes an applica-
tion, areexamination, a protest, a public use proceeding, apatent
interference, an inter partes wademark proceeding, or any other
proceeding which is pending before the Office.

(1) “Professional legal corporation™ means a corporation
authorized by law to practice law for profit,

() “Registration” means registration to practice before the
Office in patent cases.

(v) “Respondent™ is delined in § 10,1340,

(w) “Secret” is defined in § 10.57().

(x) “Solicit™ is defined in § 10,33,

{y) “State” includes the District of Columbia, Puerto Rico,
and other federal ierritories and possessions,

C) "Traibunal” includes courts, the Office, and other adjudi-
catory bodies.

(an) “United States” means the United States of America, its
territories and possessions,

[ Addded 30 FR 3172, Teb, 6, 1985, effective Mur., 8, 1985]

§ 10.2  BDirector of Earoliment and Discipline.

®  Appointment,  ‘The Commissioner shall appoint g
Director of Enrollment and Discipline, In the event of the
absence of the Director or a vacancy in the Office of the
Bircctor, the Conmmissioner may designate an employee of the
Office toserve as acting Director of Enrollment and Discipline.
The Dircetor and any acting Dicector shall be an active member
in good standing of the har of a State.

(1) Duties. The Director shall:

(1) Receive and act upon applications for registration,

prepare and grade the examination provided for in § 10.7(b),
maintain the register provided tor in § 10,8, and pesform such

other duties in connection with enrollment and recognition of

attorneys and agents as may be negessary.

(2) Conduct investigations into possible viokitions by prac-
titioners of Disciplinary Rules, with the consent of the Commig-
e on Discipline initinte disciplinary proceedings under §
10.132(b), and perionm such other duties in conneetion with
investigations and disciplinary procecdings as may be neces-
sary.

(€) Review of Director' s decision. Any final decision of the
Director refusing to register an individual under § 10.6, recog-
nize an individaal under § 10.9 or § 10,14(0), or reinstate a
suspended or excluded petitioner under § 10160, may be
reviewed by petition to the Commissioner upon payment of the
fee set forthin § L21@)(S). A petition filed more than 30 days
after the date of the decision of the Dircctor may be dismissed
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as untimely. Any petition shall contain (1) a statement of the
lacts involved and the points to be reviewed and (2) the action
requested.  Bricfs or memoranda, if any, in support of the
petition shall accompany or be embodied therein, The petition
will be decided on the basis of the record made before the
Dircctor and no new cvidence will be considered by the
Commissioner in deciding the petition. Copies of documents
already of record before the Dircetor shall not be submitted with
the petition. An oral hearing on the petition will not be granted
except when considered necessary by the Commissioner.

{OMB Control No. 0651-0012.)

[Added 50 FR 5173, Feb. 6, 1985, clfective Mar, 8, 1985]

§ 10,3 Committee on Enrollment,

(@) The Commissioner may cstablish a Commitice on En-
rollment composed of one or more employecs of the Office,

(b) The Commiuee on Enrollment shall, as nccessary, ad-
vise the Director in connection with the Director's dutics under
§ 10.2(0)(1).

[Added 50 FR S173, Feb, 6, 1985, effective Mar, 8, 1985)

§ 104 Commitice on Discipline,

(8) The Commissioner shall appoint a Commitiee on Disci-
pline. The Committee on Discipline shall consist of at least
three employees of the Office, none of whom reponts directly or
indirectly to the Director or the Solicitor. Each member of the
Committee on Discipline shatl be amember in good standing of
the bar of a State.

(b) The Committee on Discipline shall meet at the request
of the Dircetor and after reviewing evidence presented by the
Director shall, by majority vote, determine whether there is
probable canse to bring charges under § 10,132 against a
practitioner, When charges are brought against a practitioner,
nomember of the Commitiee on Discipline, employee under the
direction ol the Director, or associate solicitor or assistang
solicitor in the Office of Solicitor shall participate in rendering
a decision on the charges.

(¢) Nodiscovery shall be authorized of, and no member of

the Committee on Discipline sfrall be required to testify about,

dehiberations of the Committec on Discipling.
fAdded SO FR 5173, Feb, 6, 1985, effective Muar, 8, 1985]

INDIVIDUALS ENTITLED TO PRACTICE BE-
FORE THE PATENT AND TRADEMARK OFFICE
§ 105 Register of attorneys and agents in patent
CU%eS. :

A register of attorncys and agents is kept in the Office on
whicl ure entered the names of all individuals recognized as
entitted o represent applicants before the Office in the prepara-
tion and prosccution of applications for patent, Registration in
the Office under the provisions of this part shall only entitle the
individnals registered o practice before the Office in patent
CANCS.

{Added 50 FR 5173, Feb, 6, 1985, eifective Mar. 8, 1985)

§ 106 Registvation of attorneys snd agents.
(0) Antorneys. Any citizen of the Uniicd States who is an
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§ 10.7

attorney and who fulfills the requirements of this part may he
registered as a patent attorney o practice betore the Office,
When appropriate, any alien who is an attorney, who lawfully
resides in the United States, and who fulfills the requirements of
this part may be registered as a patent attorney to practice betore
the Office, provided: Registration is not inconsistent with the
terms upon which the alien was admitted to, and resides in, the
United States and further provided: The alien may remain
registered onty (1) if the alien continues to lawfully reside in the
United States and registration does not become inconsistent
with the terms upon which the alien continues to lawfully reside
in the United States or (2) of the alien ccases to reside in the
United States, the alien is qualified to be registered under
paragraph (¢) of this scction, Sce also § 10.9(b).

(b) Agents. Any citizen of the United States who is notan
attorngy and who fulfills the requirements of this part may be
registered as a patent agent o practice before the Office. When
appropriate, any alicn who is not an attorney, who fawfully
resides in the United States, and who fulfills the requirements of
this part may be registered asa patent agent to practice before the
Office, provided: Registration is not inconsistent with the terms
upon which the alien was admitted to, and resides in, the United
States, and further provided: The alien may remain registered
only (1) if the alien continues 10 lawtully reside in the United
States and registration does not become inconsistent with the
terms upon which the alien continues to lawfully reside in the
United States or (2) if the alien ceases to reside in the United
States, the alien is qualified to be registered under paragraph (¢)
of this section, See also § 10.9(h).

NOTE: Allindividuals registered prior to Novembor 18, 193R, were
registerad as atlomeys, whether they wers attorieys or not, and such
registrations have not been changed,

(©) Foreigners, Any forcigner not a resident of the United
States who shiall file proof to the satistaction of the Director that
he or she is registered and in good standing before the patent
office of the country in which he or she resides and practices and
who is possessed of the qualifications stated in § 10.7, may he
registered as a patent agent to practice before the Office for the
limited purpose of presenting and prosecuting patent applica-
tions of applicants located in such country, provided: The patent
office of such country allows substantially reciprocal privileges
1o those admitted to practice before the United States Patent and
Trademark Office, Registration as o pateat agent under this
paragraph shall continue only during the period that the condi-
tions specificd in this paragraph obtain,

{OMNB Control No, 0651-(K012.)

[Added SOFR 5173, Fub. 6, 1985, offective Mar, 8, T985; paras. (1)
& (¢) removod 53 FR 33948, Oct. 14, 1988, effective Nov, 4, 1988]

§ 10,7 Requirements for registration.
(0) No individual will be registered to practice before the
Office unless he or she shail:

(1) Apply 10 the Commissioner in writing on a form
supplied by the Director and furnish all reguested information
and material and

(2) Establish to the satisfactionof the Divector thathe orshe
is:

(1) Of good moral character and repute;
Rev. 13, Nov, 1980
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(i) Possessed of the legal, scientific, and echnical gquali-
fications necessary to enable him or her w0 render applicants
atuable seevice; and

(iii) Isotherwise competent to advise and assistapplicants
for patents in the presentation and proscention of their applica-
tions before the Offtice,

(b) In order that the Director may determine whether an
individual secking o have his or her name placed upon the
register has the qualifications specified in paragraph (a) of this
section, satistactory proof of good moral character and repute
and of sufficient basic training in sciontific and wehnical mat-
ters must be submitted to the Director, Exceptas provided inthis
paragraph, cach applicant for rogisteation must take and pass an
examination which is held f'rom time to time. Each application
for admission © take the examination for registration must be
accompanied by the (ee setforthin § 1,21 @)(1) of' this subchap-
ter., The tking of an examination may be waived in the case of
any individual who has netively seeved for at least four years in
the patent examining corps of the Office. The examination will
not be administered as a mere academic exercise,

(¢) Within two months froms the date an applicant is notified
that he or she failed an examination, the applicant may request
regrading of the examination upon payment of the fee set forth
in § 1.21¢)(6). Any applicant requesting rograding shatl par-
ticularly point out the errors which the applicant belicved
accurred in the grading of his or her examination,

[OMB Control No. 0651001 2,}

[Added S0 FR §174, Fob, 6, 1985, offective Mar, 8, 1985]

§ 108 Oath and registraton fee,

Before anindividunlmay have hisor heg nune entered on thie
register of attorneys and agents, the individual must, atier his or
her application is appsoved, subscriby and swear to an oath or
make adeclaration prescribed by ihe Commissioner and pay the
registration fee st forth in § 1.21@)2) of this subchaptor,

[OME Control No. 06510012,

| Adkled SO FR 5174, Fab, 6, 1985, elfective Muar, 8, 1985)

§ 10,9 Limited vecognition in patent cuses.

(@) Any individual not registercd under § 10.6 may, upon a
showing of circumstances which render it necessary or justifi-
able, be given limited recognition by the Director to prosecute
as attorney or agent a specilicd application or specificd applica-
tions, but timited recognition under this paragraph shall not
extencd furiher than the application or applications specificd,

() When registrwtion of o resident alien under paragraphs
(@) or (b of § 10.6 is not appropriate, the resident atien may be
siven limited recognition as may be appropriate under para-
griaph () of this section,

fAdded 50 FR 5174, Feb. 6, 1985, effective Mar, 8, 1985)

§ 10,10 Restrictions on practice in p2tent cases,

() Only practitioners who are eegistered under § 10.6 or in-
dividuals given timited recognition under § 10.9 will be permit-
ted o prosecute patent applications of others before the Office,

(M) No individual whio has served in the patent examining
corps of the Office may practice betore the Office after termi-
nation of his or her service, unless he or she signs & written
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undernking,

(1) Not o prosceute or aid in any manner in the prosecution
ofany patentapplication pending inany patent examining group
during his or her period of service therin and

(2) Not 1o prepare or prosecute Or Lo assistin any manner in

the preparation or prosccution of any patent application of
another (i) assigned to such group for examination and (ii) filed
within two years after the date he or she left such group, without
written authorization ol the Director. Associated and related
classes in other patent examining groups may be required to be
included in the undertaking or designated classes may be
excluded from the underaking,
When an application for registration is made after resignation
(rom the Office, the applicant will not be registered if he or she
has prepared or prosccuted or assisted in the preparation or
prosecution of any patent application as indicated in the pura-
graph, Knowingly preparing or prosecuting or providing assis-
tance in the preparation or prosecution of any patent application
contrary to the provisions of this paragraph shatl constituge
misconduct under § 10.23(C)(13) of this part.

(c) A practitioner who is an employee of the Office cannot
proseeute or aid in any manner in the prosecution of any patent
application before the Olfice.

(d) Practico beforo the Office by Government employees is
subject toany applicable conflict of interest laws, regulations or
codes of professional responsibility,

{OMB Control No, 065100121

[Adkled 3O FR 5175, Fob, 6, 1985, offective Mur, 8, 1985; revised
53 FR 33950, Oct. 4, 1988, olfective Nov, 4, 1988; correctd 53 FR
41278, Oct, 20, 1988]

§ 10.1] Removing names from the register,

() Registered attorneys and agents shall notify the Divec-
tor of any change of address. Any notitication (o the Director of
atiy change of address shall be separate from any notice of
change of address filed in individual applications.

(B) A letter may be addrossed to any individual on the
register, at the adkiress of which separate notice was last re-
ceived by the Director, for the purpose ptf ascertaining whether
such individual desires to remain on the register, The name off
any individual failing to reply and give any information re-
uested by the Director within a time limit specified will be
removed from the register andd the names of individuals so
removed will be published in the Ofticial Gazene. The name of
any individual so removed may be reinstated on the register as
may be approprinte and upon payment of the fee set forth in §
1.21@)(3) of this subchapter,

[OMB Control No., 0651-0012,]

IAdded 50 FR 5175, Feb. 6, 1988, offective Muar. 8, 1985)

§8 10.12 - 10.13 | Reserved)

§ 10,14 Individuals who may practice before the
Office in trademark and other non-patent
CASeS,
@ Agtorneys.  Any individual who is an attorney may
represent others before the Office in trademark and other non-
patent cases, An attorney is not required toapply for registration
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or recognition to practice betore the Office in trademark and
othar non-patent cases.

() Non-lawyers, Individuals who are not attorneys are not
recognized to practice before the Office in trademark and other
non-pateat ¢ases, except that individualy not attorteys who
were recoghized to practice betore the Office in teademark cases
under this chapter prior to January 1, 1957, will be recognized
a8 agents o continue practice before e Office in trademark
CAses,

(¢) Foraigners. Any torcign attorney or agent not a resident
of the United States who shall prove 1o the satistaction of the
Director that ha or she is registered or in good standing before
the patont or trademark office of the countey in which he or sho
vesides and practices, may be recognized for the limited purpose
of representing parties located in such country before the Office
in the presentation and prosecntion of trademark cases, pro-
vidded: 'The patent or trademark oftice of such country allows
substantially reciprocal privileges tothose permitted to practice
in tradomark eases before the United States Patent and Tride-
mark Offico. Recognition under this paragraph shall continug
only during the period that the conditions specified in this
patagraph obain,

() Recognition of any individual under this seetion shall
not be constaned as sanclioning or authorizing the performance
of any act regarded in the jurisdiction where performed as the
wnauthorized practice of law,

(¢) No individnal other than those specified in paragraphs
(@), (b), and (€) of this section will be permitted to practice
before the Office in trademark cases. Any individual may
appear i a endemark or other non-patent case in his or herown
behall, Any individual may appear in a teademark case for (1) a
firm of which he or sho is a member or (3) a corporation or
assecintion of which he or she is an officer and which he or she
is authorized o represent, if such tirm, corporation, or associa-
tion is a party 10 a endemark proceeding pending betore the
Office.

[ Addded SO FR 5178, Fob, 6, 1985, olfective Mar, 8, 1985)

§ 10,18 Refusal to vecognize s practitioner,

Any practitioner authorized o appear betore the Office may
be suspended or exelwded in accordance with the provisions of
this part. Any practitioner who is suspended or excluded under
this subpart or remsoved under § 10,11(D) shalt not be entitled to
practice betore the Oftice,

[ Added SO FR S175, Feb, 6, 198RS, effective Mar, 8, 1985)

§¢ 10,06 - 10.17 [Reserved]

§ 118 Signature and certificate of practitioner,

(&) Every paper filed by apractitioner representing an applhi-
cant or party to a proceeding in the Office must bear the
signiture of, and be personatly signed by, such practitioner
except those papers which are required to be signed by the
applicant or party. The signature of practitioner to a paper fited
by him or her, constitutes a certificate that:

(1) 'The paper has been read by the practitioner;
(2) "The paper's filing is athorizeds
(1 To the best of his or her knowleduee, information, sl
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beliel, there is good ground o support the paper, including any
allegations of improper conduct contained or alleged therein;
and
(4) 1tis not interposed (or delay. .
() Any practitioner knowingly violating the provisions of
this section is subject to disciplinary action. See § 10.23(c)(15).
[Added 50 FR 5175, Fob, 6, 1985, effective Mar, 8, 1985}

10.19 [Reserved]

PATENT AND TRADEMARK OFFICE CODE OF
PROFESSIONAL RESPONSIBILITY

10.20 Cuanons and Disciplinary Rules.

@) Canons are set out in §§ 10.21, 10.30, 10.46, 10.56,
10,61, 10.76, 10.83, 10,100, and 10.1 10, Canons arc statements
of axiomatic norms, expressing in general terms the standards of
professional conduct expected of practitioners in their relation-
ships with the public, with the legal system, and with the legal
profession,

(b) Disciplinary Rules are setout in §§ 10.22-10.24, 10.31-
1040, 10.47-10.57, 10.62-10.68, 10.77, 10,78, 10.84, 10.85,
10.87-10.89, 10,92, 10.93, 10.101-10. 103, 10.11 {1, and 10.112.
Disciplinary Rules are mandatory in character and state the
minimum level of conduet below which no practitioner can fall
without being subjected o disciplinary action,

[ Added SOFR 5175, Feb, 6, 198§, affective Mur, 8, 1985]

§ 10.21 Canom i,

A practitioner should assist in maintaining the inegrity and
corpetence of the legal profession,

|Added 50 PR 5178, Feb. 6, 1985, effective Mar, 8, 1985)

§ 10,22 Maintadning integrity and competence of the
Tepal profession,

() A practittoner is snbject to discipline i the practitioner
has made amaterially false stitement in, oritthe practitioner has
deliberately faifed to disclose a matevial fact requested in
connection with, the practitioner's application for registration
or membership in the bar of any United States court or any State
court or his or hier authority to otherwise practice before the
Office in widemark and other non-patent cases.,

(M A practitioner shatl not funther the application for reg-
istrition or membership in the bar of any United States court,
State conrt, or administrative agency of another person knowti
by the practitioner to be unquatitied in respeet o character,
cducation, or other relative attribute,

[Added SO ER 5175, Fob, 6, 1985, effective Mur, 8, 1985)

§ 10,23 Misconduct.

() A practitioner shall not engage in disceputable or gross
misconduct.

(1) A practitioner shalt not;

(D Violate a Disciplinary Rule,

(M Circumvent a Disciplinary Rule through actions of an-

other,

(3) Engage iniflegal conduct involving moral twrpitude.
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(4) Engage in conduct involving dishonesty, fraud, deceit,
or misrepresentation,

(5) Engage in conduct that is prejudicial to the administra-
tion of justice.

(6) Engage in any other conduct that adversely reflects on
the practitioner's fitness to practice before the Office.

(c) Conduct which constitutes a violation of paragraphs (a)
and () ol this section includes, but is not limited to:

(1) Conviction of a criminal offense involving moral turpi-
tude, dishonesty, or breach of trust.

(2] Knowingly giving false or misleading information or
knowingly pasticipating in a material way in giving false or
mistcading information, 1o

(1) A client in connection with any immediate, prospec-
tive, or pending business betore the Office,
(i) The Office or any employce of the Office.

(3) Misapproprintion of, or failure to properly or umely
remil, funds received by a practitioner or the practitioner’s firm
from a client to pay a fee which the client is required by faw o
pay to the Office.

(4) Dircetly or indircetly improperly influencing, aticmpt-
ing to improperly influence, offering or agrecing o improperly
influence, or atempting 1o offer or agree to improperly influ-
ence an ofticial action of any employee of the Office by:

(1) Use of threats, false accusations, duress, or cocrcion,
(i) An offer of any special inducement or promise of ad-
vantage, or

(iii) Improperly bestowing of any gift, favor, or thing of

value,

(5) Suspension or disharment from practice as an attorney
or agent on cthical grounds by any duly constituted authority of
a State or the United States or, in the case of a practitioner who
resides in o forcign countey or is registered under § 10.6(c), by
any duly constituted authority of:

(i) A Sinte,
(ii) The United States, or
(iif) The country in which the practitioner resides,

(6) Knowingly aiding or abetiing a practitioner suspended
or excluded from practice before the Office in engaging in
unauthorized practice before the Office under § 10,1358,

(7) Knowingly withholding from the Office information
identifying a patent or patent application of another from which
one or more claims have been copied. Sce §§ 1.604(h) and
1.607(c) of this subchapter,

(8) Failing to inform a client or former client or lailing (o
timely notily the Office of an inability to notity aclient or former
clientol correspondence reccived from the Office or the client’s
or former clicat’ s opponentinan éster partes procecding before
the Office when the correspondence (i) could have w significant
clfect on amatier pending betore the Office, @ii) is received by
the practitioner on behalf of a client or former client and (iii) is
correspondence of which & reasonable practitioner would be-
heve under the circumstances the cliens or Tormer client should
be notified.

() Kaowingly misusing acertificatc of mailing under § 1.8
of this subchapter or acertificate of “Express Mail " under § 1,10
ol this subchapter.
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(10) Violating the duty of candor or good faith require-
ments of § 1.56¢) of this subchapter.

(1) Knowingly liling, or causing to be filed, an application
which is subject to being stricken under § 1.56(c) of this
subchapter,

(12) Knowingly filing, or causing to be filed, a frivolous
complaintalleging a violation by a practitioner of the Patent and
Trademark Office Code of Professional Responsibility.

(13) Knowingly preparing or prosccuting or providing
assistance in the preparation or prosecution of a patent applica-
tion in viotation ol an undertaking signed under § 10.10(b).

(14) Knowingly failing to advise the Director in writing of
any change which would preclude continued registration under
§ 10.6.

(15) Knowingly signing a paper filed in the Office in
violation of the provisions of § 10.18 or making a scandalous or
indecent statement in a paper filed in the Office.

(16) Willfully refusing to reveal or report knowledge or evi-
dence to the Director contrary 1o § 10.24 or paragraph (b) of §
10,131, '

(17) Representing before the Office in a patent case cither a
jointventure comprising an inventor and an invention developer
oran inventor referred to the registered practitioner by an inven-
tion developer when (i) the registered practitioner knows, or has
been advised by the Office, that a formal complaint filed by a
federal or state agency, based on any violation of any law
relating to securitics, unfair methods of competition, unfair or
deceptive acts or practices, mail fraud, or other civil or criminal
conduct, is pending before a federal or state court or federal or
state agency, or has been vesolved unfavorably by such court or
agency, against the invention developer in connection with
invention development services and (i) the registered practitio-
ner fails o fully advise the inventor of the existence of the
pending complaint or unfavorabic resolution thereof prior to
undertaking or continuing representation of the joint venture or
inventor, “lnvention developer™ means any person, and any
agent, employee, ofticer, pariner, or independent contracior
thereof, who is nota registered practitioner and who advertises
invention development services in media of general circutation
or who ¢niers into contracts for invention development services
with customers as a result of such advertisement. “Invention
development services™ means acts ol invention development
required or protaised to be performed, oractnally performed, or
both, by an invention developer for a customer, “Invention
development™ means the evaluation, perfection, marketing,
hrokering, or promaotion of as inventios on behall of a customer
by an inveation developer, including a patent scarch, prepara-
tion ol a patentapplication, orany otheract done by an invention
developer for consideration toward the end of procuring or
attempting 1o procure a license, buyer, or patent for an inven-
tion. “Customer™ means any individual who has made an
invention and who enters into a contract for invention develop-
meat services with an invention developer with respect o the
invention by which the inventor becomes obligated (o pay the
inveation developer less than $5,000 (not o include any addi-
tional sums which the inveation developer is 10 receive as a
result of successful development of the invention). “Contract
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forinvention development services” means acontract forinven-
tion development services with an invention developer with
respect o an invention made by a customer by which the
inventor becomes obligated o pay the invention developer less
than $5,000 (not w include any additional sums which the
invention developer is o reccive as a result of successful
development of the invention),

(18) In the absence of information sufficient o ¢stablish a
reasonable beliel that fraud or incquitable conduct has occurred,
alleging before a tribunal that anyone has committed a fraud on
the Office or engaged in incquitable conduct in a proceeding
before the Office.

(19) Action by an employee of the Office conirary 10 the
provisions set forth in § 10,10(c).

(20) Knowing practice by a Government employee con-
traey (o applicable Federal conflict of interest laws, or regula-
tions of the Department, agency or commission employing said
individual.

() A practitioner who acts with reckless indifference 0
whether a representation is true or false is chargeable with
knowledge of its falsity, Deceitful statements of half-truths or
concealment of material facts shall be deemed actual fraud
within the meaning of this part.

[Added SO0FR 5175, Feb. 6, 1985, effective Mar, 8, 1985; amended
50 FR 25073, June 17, 1985; 50 FR 25980, June 24, 1985; paras.
(©)(13), (19) & (20), 53 FR 33050, Oct. 4, 1988, effective Nov. 4, 1988;
corrected 53 FR 41278, Oct. 20, 1988}

§ 10.24 Disclosure of information to authorities.

(a) A practitioner possessing unprivileged knowledge of a
violation of & Disciplinary Ruic shall report such knowledge to
the Director.

() A practitioner possessing unprivileged knowledge or
evidence concerning another practitioner, employcee of the
Office, or a judge shall reveal fully such knowledge or evidence
upon proper request of a tribunal or other authority empowered
to investigate or act upon the conduct of practitioners, employ-
ces of the Office, or judges.

{OMB Control No. 0651-0017.]

| Added 50 FR 5176, Feb, 6, 1985, eflective Mar, 8, 1985

$4 10.25 - 10.29 {Reserved]

§ 10,30 Canon 2,

A praciitioner should assist the legal profession in fulfilling
its duty to make legal counsel available.

{Added 50 FR 5177, Feb, 6, 1985, effective Mar, 8, 1985)

§ 10.31 Communications congerning a practitioner’s
services,

(1) No practitioner shall with respect (o any prospective
business before the Office, by word, circular, letter, or advertis-
ing, with intent 10 defraud in any manner, deceive, mislead, or
threaten any prospective applicant or other person having
immediate or prospective business hefore the Office.

(b) A practitioner may not use the name of a Member of
cither House of Congress orof an individaal in the service of the
United States in advertising the practitioner's practice helore
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the Office.

(¢) Unless authorized under § 10.14(b), a non-lawyer prac-
titioner shail not hold himsclf or herself out as awthorized to
practice before the Qffice in trademark cases.

(d) Unless a practitioner is an attorney, the practitioner shall
not hold himself or hersclf out:

(1) To be an attorney or lawyer or

(2) Asauthorized 10 practice before the Office in non-patent
and trademark cascs.
|Added 50 FR 5177, Feb. 6, 19885, effective Mar. 8, 1985)

§ 10.32 Advertising.

(a) Subject o § 10.31, a practitioner may advertise scrvices
through public media, including a tclephone directory, legal
dircctory, newspaper, or other periodical, radio, or iclevision, or
through writien communications not involving solicitation as
defined by § 10.33.

(b) A practitioner shail not give anything of value toa person
for reccommending the practitioner's services, except that a
practitioner may pay the reasonable cost of advertising or
written communication permitted by this scction and may pay
the usual charges of a not-for-profit lawyer referral service or
otlicr legal service organization.

(¢) Any commuaication made pursuant (o this section shall
inciude the name of at least one practitioner responsible for its
content,

IAdded 50 FR 5177, Feb, 6, 1985, effective Mar. 8, 1985]

§ 10.33 Direct contact with perspective clients,

A practitioner may not solicit professional employment
from a prospective client with whom the practitioner has no
family or prior professional relationship, by mail, in-person or
otherwise, when asignificant motive for the practitioner's doing
0 is the practitioner's pecuniary gain under circumstances
cvidencing undug influence, intimidation, or overrcaching, The
term “solicit” includes contact in person, by telephone or
telegraph, by letter or other writing, or by other communication
dirccted to a specific recipient, but does not include letters
addressed or advertising circulars distributed generally to per-
sons not specifically known 1o need legal services of the kind
provided by the practitioner in a particular manner, but who are
s0 situated that they might in general find such services useful,

[Added 50 FR 5177, Feb.6, 1985, effective Mar, 8, 1985]

§ 10.34 Communications of fields of practice,

A registercd practitioner may state or imply that the pracu-
tioner is a specialist as follows:

(2) A registered practitioner who is an attorney may use the
designation “Patents,” “Patent Attorney,” “Patent Lawyer,”
“Registered Patent Auomcy.” or a substantially similar desig-
nation,

(b} A registered practitioner who is notan attorncy may use
the designation “Patents,” “Patent Agent,” “Registered Patent
Agent,” or a substantially similar designation, except that any
practitioner who was registered prior to November 15, 1938,
may refer to himsell or herself as a “patent attorney,”

{Added 50 FR 5177, Feb, 6, 1988, effective Mar. 8, 1985)
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§ 10.35 Firm names and letterheads.

(@) A practitioner shall not usc a firm name, letterhead, or
other professional designation that violates § 10.31. A trade
name may be uscd by a practitioner in private practice if it does
not imply a current connection with & govemment agency or
with a public or charitable legal services organization and is not
otherwise in violation of § 10.31,

(b) Practitioners may state or imply that they practice in a
partnership or other organization only when that is the fact.

{Added 50 FR 5177, Feb. 6, 1985, effective Mar, 8, 1985]

§ 10.36 Fees for legal services.

(@) A practitioner shall not enter into an agreement for,
charge, or colicct an illegal or clearly excessive fee,

(b) A fecis clearly excessive when, after a review of the
facts, a practitioner of ordinary prudence would be left with a
definite and firm conviction that the fee is in excess of a
rcasonable fee. Factors 10 be considered as guides in determin-
ing the reasonableness of a fee include the following:

(1) The time and labor required, the novelty and difficulty
of the questions involved, and the skill requisite o perforim the
legal service properly,

(2) The likclihood, il apparent to the client, that the accep-
tance of the particular employment will preclude other employ-
ment by the practitioner.

(3) The fee customarily charged for similar legal services,

(4) The amount involved and the results obtained.

(5) The time limitations imposed by the client or by the
circumstances.

(6) The nawre and fength of the professional relationship
with thic client, _

(7} The experience, reputation, and ability of the practitio-
ner of practitioners perfosming the services,

(8) Whether the fee is fixed or contingent.

[Added 50 FR 5177, Feb, 6, 1985, effective Mar. 8, 1985]

§ 10.37 Divisior of fees among practitioners,

(@) A practitioner shall not divide a fee for legal services with
another practitioner who is not a partner in or associate of the
praclitioner’s law firm or law office, unlcss:

(1) The client consents to employment of the gther practi-
tioner after a full disclosure that a division of fees will be made.

(2) The division is made in proportion to the services per-
formed and responsibility assumed by cach,

{3) The total fec of the practitioners does not clearly exceed
rcasonable compensation for all legal services sendered to the
clicnt,

(b) This scction docs not prohibit payment to a former
partner or associate pursuant to a scparation or retirement

agrccmcnl.
{Added 50 FR 5177, Feb. 6, 1988, elfective Mar. 8, 1985]

§ 10.38 Agreements restricting the practice of
practitioner,

(a} A practitioner shall not be a party to or participate in a
partnership or cmployment agreement with another practitioner
that restricts the right of a practitioner to practice before the
Office after the termination of a relationship created by the
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agreement, cxcepl as a condition 0 payment of retirement
benefits,

(b) Inconncction with the settlement of a controversy or suit,
a practitioner shall not enter into an agreement that resiricts the
practitioner’s right to practice before the Office.

|Added S0 FR 5177, Feb. 6, 1985, effective Mar. 8, 1985]

§ 10.39 Acceptance of employment,.

A practitioner shall not accept employment on behalf of a
person if the practitioner knows or itis obvious that such person
wishes 10

(2) Bring a legal action, commence a proceeding before the
Office, conduct a defense, assert a position in any proceeding
pending before the Office, or otherwise have steps taken for the
person, merely for the purpose of harassing or maliciously
injuring any other person.

(b) Presentaclaim or defense in litigation or any proceeding
before the Office that it is not warranted under existing law,
unless it can be supported by good faith argument for an
extension, modification, or reversal of existing law,

[Added 50 FR 5177, Feb. 6, 1985, effective Mar, 8, 1985)

§ 10.40 Withdrawal from employment.

(a) A practitioner shall not withdraw from employment in a
proceeding before the Office without permission from the
Office (see §§ 1.36 and 2,19 of this subchapter). In any event, a
practitioner shall not withdraw from employment until the
practitioner has taken reasonable steps to avoid foresceable
prejudice to the rights of the client, including giving duc notice
1o his or her client, allowing time for employment of another
practitioner, delivering to the client all papers and property to
which the clicntis entitled, and complying with applicable laws
and rules. A practitioner who withdraws from employment shall
refund promptly any part of a fee paid in advance that has not
been carned.

(b)Mandarory withdrawal. A practitioner representing a
client before the Office shall withdraw from employment if:

(1) The practitioner knows or it is obvious that the client is
bringing a legal action, commencing a proceeding before the
Oflice, conducting a defense, or asserting a position inlitigation
or any proceeding pending before the Office, or is otherwise
having steps taken for the client, merely for the purpose of
harassing or maliciously injuring any person;

(2) The practitioner knows or it is obvious that the
practitioner’s continued employment will result in violation of
a Disciplinary Rule;

(3) The practitioner’s mental or physical condition renders
it unrcasonably difficult for the practitioner to carry out the
cmployment effectively; or

(4) The practitioner is discharged by the client,

(¢) Permissive withdrawal. 11 paragraph () of this section
is not applicable, a practitioner may not request permission o
withdraw in matters pending before the Office unless such
request or such withdrawal is because:

(13 The petitioner’s client:

(i) Insists upon presenting a claim or defense that is not
warranted under existing law and cannot be supported by good
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faith argument for an extension, modification, or reversal of
existing law;

(ii) Pcrsonally sceks to pursuc an illegal course of con-
duct;

(iii) Insists that the practitioner pursuc a coursc of conduct
that is illegal or that is prohibited under a Disciplinary Rule;

(iv) By other conduct renders it unreasonably difficult for
the practitioner to carry out the employment effectively;

(v) Insists, in a matter not pending before a tribunal, that
the practitioner engage in conduct that is contrary to the judg-
ment and advice of the practitioner but not prohibited under the
Disciplinary Rule; or

(vi) Has failed to pay one or more bills rendered by the
practitioner for an unrcasonable period of time or has failed to
honor an agreement to pay a retainer in advance of the perform-
ancc of legal services,

(2) The practitioner’s continued ecmployment is likely to
result in a violation of a Disciplinary Rule;

(3) The practitioner’s inability to work with co-counsel
indicates that the best interests of the client likely will be served
by withdrawal;

(4) The practitioner’s mental or physical condition renders
itdifficult for the practitioner to casry out the employmenteffee-
tively;

(5) The practitioner’s clicnt knowingly and freely assents
to termination of the employment; or

(6) The practitioner belicves in good faith, ir a proceeding
pending before the Office, that the Office will find the existence
of other good causc for withdrawal.

{Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985)

§4 10.41 - 10.45 [Reserved]

§ 10.46 Canon 3,

A practitioner should assist in preventing the unauthorized
practice of law,

{Added 50 FR 5178, Feb. 6, 1985, cffective Mar. 8, 1985)

§ 10.47 Aiding unauthorized practice of law,

(a) A practitioner shall not aid a non-practitioner in the
unauathorized practice of law before the Office.

(b) A practitioner shall not aid a suspended or excluded
practitioner in the practice of law before the Office.

(¢) A practitioner shall not aid a non-lawyer in the
unauthorized practice of law.

[Added 50 FR 5178, Feb. 6, 1985, effcctive Mar. 8, 1985]

§ 10.48 Sharing legal fees.

A practitioner or a firm of practitioners shall not share icgal
fees with a non-practitioner except that;

(@) Anagrecment by & practitioner with the practitioner's
firm, partncr, or associate may provide for the payment of
moncy, over a reasonable period of time after the praciitioner's
death, 10 the practitioner’s estate or to one or more specified
persons.

(b) A practitioner who undertakes to complete unfinished
legal business of @ deceased practitioner may pay o the estate
of the deceased practitioner that proportion of the total compen-
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sation which fairly represents the services rendered by the
deceased practitioner.

(c) A practitioner or firm of practitioners may include non-
practitioner employees in & compensation or retircment plan,
cven though the plan is based in whole or in part on a profit-
sharing arrangement, providing such plan docs not circumvent

another Disciplinary Rule.
|Added 50 FR 5178, Feb. 6, 1988, effective Mar. 8, 1985]

§ 10.49 Forming a partnership with a non-
practitioner.

A practitioncr shall not form a partnership with 2 non-prac-
titioner if any of the activitics of the partnership consist of the
practice of patent, trademark, or other law before the Office.

[Added 50 FR 5178, Fely, 6, 1985, effective Mar. 8, 1985])

§§ 10.50 - 10.55 [Reserved)
§ 10.56 Canon 4.

A practitioner should preserve the confidences and secrets
of a client.
[Added 50 FR 5178, Feb. 6, 1985, ¢ffective Mar, 8, 1985]

§ 10.57 Preservation of confidences and secrets of a
client,

(a) “Confidence” refers (o information protected by the
attorncy-clicnt or agent-client privilege under applicable law.
“Secret” refers to the other information gained in the profes-
sional relationship that the client has requested be held inviolate
or the disclosure of which would be embarrassing or would be
likely to be detrimental to the client.

(b) Except when permitted under paragraph (¢) of this
section, a practitioner shall not knowingly:

(1) Revcal a confidence or sccret of a client.

(2) Usc a confidence or sceret of a client Lo the disadvan-
tage of the client.

(3) Uscaconfidence or secret of a client for the advantage
of the practitioner or of a third person, unless the client consents
after full disclosure,

(¢) A practitioner may reveal:

(1) Confidences or sccrets with the consent of the client
affected but only after a {ull disclosure to the client,

(2) Confidences or sccrets when permitted under Discipli-
nary Rules or required by law or court order,

(3) The intention of a client to commit a crime and the
information nccessary o prevent the crime,

(4) Confidences or secrets necessary to establish or collect
the practitioner’s fee or to defend the practitioner or the
practitioner’s employees or associates against an accusation of
wrongful conduct.

(d) A practitioner shall exercise reasonable care 1o prevent
the practitioner’s employces, associates, and others whose
services are utilized by the practitioner from disclosing or using
confidences or sccrets of a client, except that a practitioner may
reveal the information atllowed by paragraph (¢) of this section
through an cmployce.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8, 1985]
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§§ 10.58 - 10.60 [Reserved)

§ 10,61 Canon &,

A practitioner should cxercise independent professional
judgment on behalf of a client.

{Added 50 FR 5179, Feb. 6, 1988, effective Mar. 8, 1985]

§ 10.62 Refusing employment when the interest of the
practitioner may impair the practitioner’s
independent professional judgment.,

(a) Except with the consent of a client after full disclosure,
a practitioner shall not accept employment if the exercisc of the
practitioner’s professional judgment on behalf of the client will
be or rcasonably may be affected by the practitioner’s own
financial, busincss, property, or personal interests.

(b) A practitioner shall not accept employment in a proceed-
ing before the Office if the practitioner knows or it is obvious
that the practitioner or another practitioncr in the practitioner’s
firm ought to sign an affidavit to be filed in the Office or be
salled as a witness, except that the practitioner may undertake
the cmployment and the practitioner or another practitioner in
the practitioner’s firm may testify:

(1) If the testimony will rclate solcly o an uncontested
matier.

(2) If the iestimony will refate solely toa matter of formality
and there is no reason to belicve that substantial cvidence will
be offered in opposition to the testimony.

(3) If the testimony will relate solely o the naturc and value
of legal services rendered in the case by the practitioner or the
practitioner’s firm to the client,

(4) As Lo any matier, if refusal would work a substantial
hardship on the client because of the distinctive valuc of the
practitioner or the practitioner’s firm as counsci in the particular
case.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8, 1985

§ 10.63 Withdrawal when the practitioner becomes
& witness.

(a) I, after undertaking cmpioyment in a proceeding in the
Office, a practitioner lcarns or it is obvious that the practitioner
oranother practitioner in the practitioner’s firm oughtto sign an
affidavit to be filed in the Office or be called as a witness on
behalf of s practitioner’s client, the practitioner shall withdraw
from the conduct of the proceeding and the practitioner’s lirm,
if any, shall not coatinuce representation in the proceeding,
except that the practitioner may continue the representation and
the practitioner or another practitioner in the practitioner’s firm
may testify in the circumstances cnumerated in paragraphs (1)
through (4) of § 10.62(b).

(b) If, after undertaking employment in a proceeding before
the Office, a practitioner learns or it is obvious that the practi-
tioner or another practitioner in the practitioner’s firm may be
asked to sign an affidavit to be filed in the Office or be called as
a witness othier than on behalf of the practitioner’s client, the
practitioner may continue the representation untit it is apparent
that the practitioner’s affidavit or testimony is or may be
prejudicial o the practitioner’s client.

[Added S50 FR 5179, Feb. 6, 1985, cffective Mar. 8, 1985)
Rev. 13, Nov. 1989
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§ 10.64 Avoiding acquisition of interest in litigation or
proceeding before the Office.

*(a) A practitioner shall not acquire a proprictary interest in
the subject matter of a proceeding before the Office which the
practitioner is conducting for a client, except that the practitio-
ner may:

(1) Acquircalicn granted by law 1o sccure the practitiones’s
fee or expensces; or

(2) Contract with aclient for arcasonable contingent fec; or

(3) In a patent casc, take an interest in the patent as part or
all of his or her fee.

{(b) While representing a client in conucction with a contem-
plated or pending proceeding before the Office, a practitioner
shall not advance or guarantee financial assistance to a client,
cxcept that a practitioner may advance or guarantee the cx-
penses of going forward in a proceeding before the Office
including fees required by law to be paid to the Office, expenses
of investigation, expenses of medical examination, and costs of
obtaining and presenting cvidence, provided the client remains
ultimately liable for such expenses, A practitioner may, how-
cver, advance any fee required to prevent or remedy an aban-
donmentofaclient’s application by reason of an act or omission
attributable o the practitioner and not to the client, whether or
not the client is uitimately liable for such fee.

{Added 50 FR 5179, Feb, 6, 1985, effective Mar. 8, 1985]

§ 10.65 Limiting business retations with a client,

A practiiioncer shall not enter into a business transaction with
a client i they have differing interests therein and if the client
expects the practitioner 1o cxercise professional judgment
therein for the protection of the client, unless the client has

consented after full disclosure.
[Added 50 FR 5179, Feb., 6, 1985, cffective Mar, 8, 1985

§ 10.66 Rcfusing to accept or continue employment
if' the interests of another client may impair
the independent professionit judgment of the
practitioner,

(a) A practitioncer shail decline proffered employment if the
exercise of the practitioner's independent professional judg-
ment in behalf of a client will be or is likely to be adversely
affected by the acceptance of the proffered employment, or if it
would he likely to involve the practitioner in representing
differing interests, except to the cxtent permitted under para-
graph (¢) of this section.

(b) A practitioner shall not continue multiple employment il
the exercise of the practitioner’s independent professional judg-
ment in behall of a client will be or is likely to be adversely
affected by the practitioner’s representation of another client, or
il it would be likely to involve the practitioner in representing
differing interests, except to the extent permitted under para-
graph (¢) of this scction,

(¢) Inthe situations covered by paragraphs (a) and (b) of this
scetion a practitioner may represent mudtiple clients if it is
obvious that the practitioner can adequately represent the inter-
est of cach and if cach consents 1o the representation after full
disclosurc of the possible cfiect of such represcntation on the
cxercise of the practitioner’s independent professional judg-
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ment on behalt of each,

() Wa praciitioner is required 10 decline employmeni or to
withdraw from employment under a Disciplinary Rule, no
partner, orassociate, or any other peactitioner aftilited with the
practitioner or (he practitioner's firm, may aceept or continue
such employment unless otherwise ordered by the Director or
Commissioner,

[Added 50 FR 8179, Feb, 6, 1985, effective Mar, 8, 1985}

§ 10.67 Settling similur cluims of clents.

A practitioner who represents two or more clients shall not
make or participate in the making of an aggregate settlement of
the claims of or against the practitioner’s clients, unless each
client has consented to the seitlement after being advised of the
existence and nature of all the claims involved in the proposed
settlement, of the ot amount of the settlement, and of the
participation of cach person in the settlement,

[Added 50 FR 5179, Fob, 6, 1985, effective Mar, 8, 1985}

§ 10.68 Avoiding influence by others thun the client.

() Except with the consent of the practitioner's client after
fult disclosure, a practitioner shall not:

(1) Accept compensation {rom one other than the
practitioner’s client for the practitioner's legal services o or for
the clict,

(2) Accept from onc other than the practitioner's client apy
thing of value related to the practitioner's represeasation of or
the practitioner’s employment by the ¢lient.

(b) A practitioner shall not permit a person who recome
mends, employs, or pays the practitioner torender legal services
for another, o direct or regulite the practitioner's professional
judgment in rendering such legal services,

(©) A practitioner shall not practice with or in the form of a
professional corporation or association authorized © practice
law for a profit, if & non-practitioner has the right o direet or
control the professional judgment of a practitioner,

[Added 50 FR 5180, Feb, 6, 1985, effective Mar. 8, 1985)

§§ 10,69 - 16,75 [Reserved)

§ 10.76 Canon 6.
A practitioner shonld represent a client competently,
[Added 50 FR 5180, Feb, 6, 198S, effective Mar, 8, 1985)

§ 10,77 Fuiling to act competently.

A practitioner shall not;

(a) Handle a fegal matter which the practitioner knows or
shoukd know that the practitioner is not competent o handle,
without associating with (he practitioner another practitioner
who is comperent 1o handle it

(b) FEandie a fegal matter withont preparation adequate in the
circumstances,

(©) Negleer alegal matter eatrusted 1o the practitioner.

[ Added 50 FR ST8O, Feb. 6, TORS, effective Mar, 8, 1985]

§ 10.78 Limiting lability 1o client.
A practitioner shall not attempt 10 exonerate himsell or
hersell from, or limit his or her liability to, a client for his or her
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personal malpractice,
fAdded 50 FR 5180, Feb, 6, 1985, offective Mar. 8, 1985)

$6 10,79 - 10,82 1Reserved)

§ 1083 Canon 7,
A practitioner should represent a clicnt zeatously within the

bounds of the law,
|Added 50 FR 5180, Fob. 6, 1983, effective Mar, 8, 1985)

§ 10.84 Representing a chient zealously.
(0) A practitioner shall not intentionally:

(1) Fail to seek the iawlul objectives of a client tirough
reasonable available means permitted by law and the Discipli-
nary Rules, exceptas provided by paragraph (b) of this section,
A practitioner does not violaie the provisions of this section,
however, by acceding o reasonable requests of opposing conn-
sel which do not prejudice the rights of the client, by being
punctual in fullilling &} professional commitments, by avoiding
offensive tactics, or by treating with couriesy and consideration
all persons involved in the legal process,

(2) Fail to carry out o contract ol employment enteres] into
with 0 clent for professional services, but a practitioner may
withdraw as permitted under §§ 10,40, 10.63, and 10.66.

(3) Prejudice or damage a client during the course of a
prolessional relationship, except as required under this part,

(b) In representation of a clieat, a practitioner may:
(1) Where permissible, exorcise professional judgment o
Aive or fail to assert a right or position of the client,

(2) Refuse 1o aid or participate in conduct that the practitio-

ner belicves 10 be unlawful, even though there is some support

for an argument that the conduct is legal.
|Addud 50 FR 180, Fub. 6, 1948, offective Mar. 8, 1985)

§ 10.85 Representing u client within the bounds of
the law,
(a) In representation of a client, o practitioner shall not:

(1) Initiate or defend any proceceding before the Office,
assert a position, conduct a defense, delay a trial or proceeding
betore the Office, or ke other action on behall of (he
practitioner's client when the practitioner knows or when it is
obvious that such action would serve mercly to harass or
maliciously injure another,

(2) Knowingly advance a claim or defense that is wnwar-
ranted under existing law, except that a practitiones may ad-
vanee such claim or defense if itcan be supported by good faith
argument for an extension, modification, or reversal of existing
law,

(3) Conceal or knowingly fail to disclose that which the
practitioner is required by law o reveal,

@) Knowingly use perjured testimony or false evidence,

(5) Knowingly make o lalse sttement of law or foct,

(6) Participate in the creation or preservation ol evidence
when the practitioner knows or it is obvious that the evidence is
false.

(7} Counsetor assista client in conduct that the practitioner
knows o be illegal or fraudulent,

(8) Knowingly engage in other illegal conduct or conduct

Rev. 13, Nov, 1989



§ 10.87

contrary o a Disciplinary Rule,
(b) A practitiones who receives information clearly estab-
lishing that:

(1) Aclient has, in the course ol the representation, perpe-
trated a fraud upon a person or ribunal shatl promptly call upon
the ctient to rectily the same, and if the client refuses or is unable
1o do so the practitioner shall reveal the fraud 10 the affected
person or tribunal,

(2) A person other than aclient has perpetrated a froud upon
a tribunal shall promptly reveal the fraud to the tribunal,

|Added 50 FR 5180, Feb. 6, 1985, offective Mar. 8, 1985]

§ 10.86 [Reserved]

§ 10.87 Communicating with one of ndverse Inferest,

During the course of representation of a client, a practitioner
shall not;

(0) Communicate or cause another to communicate on the
subject of the representation with a party the practitioner knows
to berepresented by another practitioner in that matter unless the
practitioner has the prior consent of the other practitioner
represcating such other party or is authorized by law o do so, It
isnotimproper, however, for a practitioner to encourage aclient
1o meet with an opposing party for settlement discussions,

(b) Give advice 1o a person who is not represented by a
practitioner other than the advice o secure counsel, if the
interests of such person are 10 have o reasonable possibility of
being in conflict with the interests of the practitioner's client,

{Added 50 FR 5180, Feb. 6, 1985, affective Mar, 8, 1985]

§ 10.88 Threatening crlminal prosecution,

A practitioner shail not present, participate in presenting, or
threaten to present criminal charges solely to obtain an advan-
tage in any prospective or pending proceeding before the Office.

[ Added 50 FR 5180, Feb. 6, 1985, effective Muar, 8, 1985)

§ 10.89 Conduct in proceedings.

() A practitioner shali not disregard or advise a client 10
disregard any provision of this Subchapter or a decision of the
Office made in the course of a proceeding before the Office, but
the practitioner may tuke appropriage steps in good 1aith 1o Lest
the validity of such provision or decision.

(b) In presenting a matter to the Office, a practitioner shall
disclose:

(1) Controlling lcgal authority known (0 the practitioner (o
e direetly adverse o the position of the client nnd which is not
disclosed by opposing counsel or an employee of the Office,

() Unless privileged or irrelevant, the identitics of the
client the practitioner represents and of the persons who em-
ployed the practitioner.

(¢) 1n appearing in a professional capacity before o tribunal,
a practitioner shall not

(1) State or allude 1o any matter that the practitioner has no
reasonable basis to believe is relevant o the case or that will not
be supported by admissible evidence,

(2) Ask any question that the practitioner has no reasonable
basis 1o believe is relevant to the case and that is intended to
degrade a witness or ofher person,
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(3) Assert the practitioner's personal knowledge of the
facts in issue, except when testifying as o witness,

(4) Assert the practitioner’s personal opinion as 1o the
justaness of a cause, as 1o the credibility of a witness, as (o the
culpability of a civil litigant, or as (o the guiltor innocence of an
accused; but the practitioner may argue, on the practitioner's
analysis of the evidence, for any position or conclusion with
respect 1o the matters stated herein,

(5) Engage in undignified or discourteous conduct before
the Office (sce § 1.3 of the subchapter),

(6) Intentionally or habitually violate any provision of this
subchapter or established mile of evidence.

[Added 50 FR 5180, Feb, 6, 1985, effective Mar, 8, 1985]

§8 10.90-10.91 [Reserved)

§ 10,92 Coninct with witnesses,

(0) A practitioner shafl not suppress any evidence that the
practitioner or the practitioner’s client has a legal obligation to
reveal or produce,

(1) A practitioner shall not advise or cause a person to be
secreted or 1o leave the jurisdiction of & tribunal for the purpose
of making the person unavailable as a witness therein,

(<) A practitioner shall not pay, offer to pay, or acquicsce in
payment of compensation to @ witness contingent upon the
content of the witness' aftidavit, testimony or the outcome of the
case., But apractitioner may advance, guarantee, or scquicsce in
the payment ol

(1) Expenses reasonably incurred by o witness in attending,
testifying, or making an affidavie,

(2> Reasonable compensation to a witness for the witness’
loss of time in attending, testifying, or making an affidavit,

(3) A reasonable fee for the professionnl services of an
cxpert witness.

[Added 50 FR 5181, Feb. 6, 1985, offective Mur. 8, 1985)

§ 1093 Contact with officinls,

() A practitioner shall not give or lend anything of value to
a judge, official, or employce of a tribuna under circumsiances
which might give the appearance that the gift or loan is made 10
influence official action,

(b) In an adversary proceeding, including any inter partes
proceeding before the Office, a practitioner shatl not communi-
cate, or cause another o communicate, as 1o the merits of the
cause with a judge, official, or Office employee before whom
the proceeding is pending, except:

(1) In the course of official proceedings in the couse,

(2) In writing il the practitioner promptly delivers & copy
of the writing Lo opposing counsel or to the adverse party if the
adverse party is not represenicd by & practitioner,

(3) Orally upon adequate notice 1o opposing counsel or to
the adverse party il the adverse party is not represented by a
practitioner,

(4) As otherwise anthorized by law,

{Added S0 FR 5181, Feb, 6, 1985, effoctive Mur, 8, 1985)

$8 10.94 - 10.99 |Reserved)
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§ 10.100 Canon 8.

A praciitioner should assist in improving the legal system.

[Added 50 FR 5181, Feb, 6, 1985, effective Mar, 8, 1985)

§ 10.101 Action as a public official.

(1) A practitioner who holds public office shall not:

(1) Use the practitioner’s public position to obtain, or
atlempt o obtain, a special advantage in legislative matters for
the practitioner or for a client under circumstances where the
practitioner knows or it is obvious that such action is not in the
public interest.

(2) Usc the practitioner’s public position to influence, or
atempt to influence, a tribunal to act in favor of the practitioner
or of a client.

(3) Accept any thing of value from any person when the
practitioner knows or it is obvious that the offer is for the
purpose of influencing the practitioner’s action as a public
official,

(b) A practitioner who is an officer or employee of the
United States shall not practice before the Office in patent cases
cxeept as provided in §§ 10.10(c) and 10,10(d).

{Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985; para. (Iy)
amended, 54 FR 6520, Feb, 13, 1989)

§ 10,102 Statements concerning officials,

(u} A practitioner shall notknowingly make false statements
of fzct concerning the qualifications of a candidate for election
or appointment to a judicial office or to a position in the Office.

(b) A practitioner shall not knowingly make false accusa-

tions against a judge, other adjudicatory officer, or employet of

the Office.
[Added 50 FR 5181, Feb. 6, 1985, effecriive Muar. 8, 1985}

§ 16,103 Practitioner eandidate for judicial office.

A practitioner who is a candidate for judicial office shall
comply with applicable provisions of law,

{Added 50 FR 5181, Feb. 6, 1985, cffective Mar., 8, 1985)

§8 16,104 - 10.109 [Reserved]

§ 10.110 Canon 9,

A practitioner should avoid even the appearsince of profes-
sional impropricty.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8, 1985)

§ 10.111 Avoiding even the appearance of
impropriety.

() A practitioner shatl not accept private employment in a
matter upon the merits of which he or she has acted in o judicial
capacity.

(b) A practitioner shall not accept private employment in &
matter in which he or she had personal responsibility while a
public employee.

(¢) Apractitioner shall not state orimply that the practitioner
is able to influcnce improperly or upon irrelevant grounds any
tribunal, legistative body, or public official.

[Added 50 FR 5181, Feb, 6, 1985, effective Mar, 8, 1985)
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§ 10,112 Preserving identity of funds and property of
client,

() All funds of clients paid to a practitioner or a
practitioner’s firm, other than advances for costs and expenses,
shall be deposited in onc or more identifiable bank accounts
maintained in the United States or, in the case of a practitioner
having an office in a foreign country or registered under §
10.6(¢), in the United States or the forcign country.,

() No funds belonging to the practitioner or the
practitioner’s firm shall be deposited in the bank accounts
required by paragraph (o) of this section except as follows:

(1) Funds rcasonably sufficient to pay bank charges may be
deposited therein,

(2) Funds belonging in part to a clicnt and in part presently
or potentially to the practitioner or the practitioner's firm must
be deposited therein, but the portion belonging to the practitio-
ner orthe practitioner's fim may be withdrawn when due unless
the right of the practitioner or the practitioner's firm to receive
itis disputed by the client, in which event the disputed portion
shall not be withdrawn until the dispute is finatly sesolved,

(©) A practitioner shall:

(1) Promptly notify a client of the receipt of the client's
funds, securitics, or other propertics.

(2) dentity and label sccurities and properties of a cliem
promptly upon receipt and place them in a safe deposit box or
other place of safekeeping as soon as practicable,

(3) Maintain complete records of all funds, securitics, and
other properties of a client coming into the possession of (he
practitioner and render appropriate accounts o the client re-
garding the funds, sccurities, or other propertics.

(4) Promptly pay or deliver to the client as requested by a
client the funds, sceuritics, or other propertics in (he possession
of the practitioner which the clicat is entitled to receive.

JOMB Control No. 0651-0017.)

|Added 50 FR 5181, Feb, 6, 198§, effective Mur. 8, 1985)

§4 10.113 < 10.129 [Reserved]

INVESTIGATIONS AND DISCIPLINARY
PROCEEDINGS

§ 10,130 Repeimand, suspension or exclusion,

(0) The Commissioner may, after notice and opportunity for
a hearing, (1) reprimand or (2) suspend or exclude, cither gen-
crally or inany particular case, any individual, attorney, oragent
shown (o be incompetent or disreputable, who is guilty of gross
misconduct, or who violates a Discipiinary Rule.

(b) Petitions to disqualify a practitioner in ex parte or inter
partescases in the Office are not governed by §8§ 10.130 through
10.170 and will be handled on a case-by-case basis under such
conditions as the Commissioner deems appropriate,

[Added 50 FR $181, feb, 6, 1985, offective Mar. 8, 1985)

§ 10,131 Investipations,
(0) The Director is authorized to investigate passible viola-
tions of Disciplinary Rules by practitioners, See § 10.2(b)(2).
(b) Practitioners shall report and reveal to the Director any
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knowledge or evidence required by § 10,24, A practitioner shall
cooperate with the Director in connection with any investiga-
tion under paragraph (a) of this scetion and with officials of the
Office inconnection with any discipiinary proceeding instituted
under § 10.132(b).

(¢) Any non-practitioner possessing knowledge or informa-
tionconcerning a violation of o Disciplinury Rule by a practitio-
ner may report the violation 1o the Director. The Director may
require that the teport be presented in the torm of an afTidavit,

[Added 50 FR 5181, Fob. 6, 1985, offective Mur. 8, 1985)

§ 10,132 Initinting & disciplinary proceeding;
reference to an administeative law judge.

() I after conducting an investigation under § 10,131 @) the
Director is of the opinion that a practitioner has violuted o
Disciplinary Rule, the Dircctor shall, alter complying where
necessary with the provisionsof § U.S.C. §58(¢), callamecting
of the Commitiee on Discipling. The Commitice on Discipline
shall then determine as spociticd in § 10.4(b) whether adiscipli-
nary procegding shall be instituted under parageaph (b) of this
seetion,

(b) I the Comunittee on Discipling determines that probable
cause exists to belicve thata prwetitioner s violated a Discipli-
nary Rule, the Director shall institute a disciplinary procecding
by filing a4 complaint under § 10,134, The complaint shall be
filed in the Office of the Director. A disciplinary procceding
may resuiting

(1) A eeprimand, or
(2) Suspension or exclusion of 0 practitioner from practice
before the Office.

(¢} Upon the filing of n complaint under § 10,134, the
Commigsioner will refer the disciplinary proceeding to an
administrative law judge,

lAdkiod S0 FR 5181, Feb, 6, 1985, effective Mar. 8, 1985)

§ 10.133 Conference between Director und
practitioner; vesignation,

() General, The Director may confer with a practitioner
concerning possible violations by the practitioner of o Discipli-
nary Rule whether or not a disciplinary proceeding has been
instituted.

(b} Resignation, Aay practitioner wha is the subject of an
investigation under § 10,131 or against whom a complaint has
heen filed under § 10,134 may resign from practice before the
Office only by submitting with the Director an affidavit stating
his or her desiee (o fesign.

(¢) If filed prior 1o the dute set by the administeative Taw
udge for a hearing, the affidavit shall state that:

(1) 'The resignation is freely and voluntarily profeecd;

(2) The practitioner is not acting under duress or coercion
from the Office;

(3 The practitioner is fully aware of the implications of
filing the resignation;

(4) 'The practitioner is aware (i) of a pending investigation
or (i) of chargos arising from the complaing alleging that he or
she is guilty of a violation of the Patent and Trademark Office
Code of Professional Responsibility, the nature of which shall
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be set forth by the practitioner to the sutistuction of the Digector;
(5) The practitioner acknowledges that, if and when he or

she applies for reinstatement under § 10,160, the Dircctor will
conclusively presume, for the limited purpose of determining
the application for reinstatement, that:

(i) 'The facts upon which the complaint is bascd are true
and

(ii) The practitioner could not have successlully defended
hinmsell or hersell against (A) charges predicated on the viola-
tion wiler investigntion or (B) charges set out in the complaint
filed against the practitioner.

(d) If filed on or after the date sct by the administrative law
Judge for a hearing, the affidavit shall make the statements
required by paragraphs (b) (1) through (4) of this section and
shall state thaw”

(1) The practitioner acknowledges the facts upon which the
complaint is based e true; and

(2) The resignation is being submitied because the practi-
tioner could not successiully defend himsell or herself ngainst
(1) charges predicated on the violation under investigation or (i)
charges set out in the complaint,

() When an allidavis under paragraphs ¢b) or (¢) ol this
section iy reccived while an investigution s pending, the
Commissioner shall enter an order excluding the practitioner
“on consent.™ When an affidavit under paragraphs (b) or (¢) of
this sectionis received afteracomplaintuader § 10,134 has been
filed, the Director shatl notily the administrative law judge. The
adininistrative law judge shatl eater an order transterring the
disciplinary proceeding to the Commissioner and the Commis-
sioner shall entee an order excluding the practitioner “on con-
send”

(Y Any practitioner who resigns from practice before the
Office under this seetion and who intends to reapply for admis-
sion to practice before the Office must comply with the provi-
sions of § 10.158.

(g) Settlement. Before or after a complaint is filed under §
10,134, a settlement conference may occur between the Diree-
tor and a practitioner for the purpose of settling any disciplinary
matter, 1 an ofler of settlcament is made by the Disector or the
practitioner mud is not aceepted by the other, no reference to the
ofter of settiement or its refusal shall be admissible in evidence
in the disciplinary proceeding unless both the Rirector and the
practitioner agree in writing,

{Added 50 FR 5181, Fob, 6, 1985, offective Mur, 8, [98S]

§ 10.134 Compluint,
() A complaint instituting o disciplinary proceeding shall;
(1) Name the practitioner, who may then be veterred to as
the “respondent.”
(2) Give a plain and concise description of the alleged
violations of the Disciplinary Rules by the practitioner.
(3) Suue the place and time for fiting an answer by the
respondent,
(4) State that & decision by detault may be entered againsg
the respondent i an answer is not timely [iled.
(5) Be signed by the Director,
(b) Acompliang will be deemed sulTicient if it fairly informs
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the respondent of any violation of the Disciplinary Rules which
form the basis for the disciplinary proceeding so that the
respondent is able 1© adequately prepure a defense,

|Added 50 FR 5182, Fub, 6, 1985, effoctive Mar. 8, 1985)

§ 10,135 Service of complaing,

(1) A complaint may be served on a respondent in any of the
following methods:

(1) By handling a copy of the complaint personally to the
respondent, in which case the individual handing the complaint
0 the respondent shall file an affidavit with the Dircctor
indicating the time and place the compiaint was handed to the
respondent.

(2) By mailing acopy of the complaint by “Express Mail”
or first-class mail to;

(1) A registered practitioner at the address for which
separate notice was last received by the Director or

(it) A non-registered practitioner at the last address for the
respondent known to the Direetor,

(3) By any method mutuaily agrecable to the Director and
the respondent.

(h) I 2 complaint served by mail under paragraph (a)(2) of
this section is returngd by the ULS. Postal Service, the Director
shall maii a sceond copy of the complaint to the respondent. If
the scecond copy of the complaint is also returned by the U.S.
Postal Service, the Director shall serve the respondent by
publishing an appropriate notice in the Official Gazette for four
consecutive weeks, in which case the time for answer shall be at
feast thiety days from the fourth publication of the notice,

(¢) If arespondent is a registered practitioner, the Director
may serve simultancousty with the complaint g tetter under §
10,1 E(b). The Director iy require the respondent toanswer the
§ 10.11(b) letter within a period of not less than 15 days, An
answor to the § 10,1 1(b) tetter shall constitute proof of service.
I the respondent fails to answer the § 10.11(b) letier, his or her
name will be removed from the register as provided by §
10.11(by).

(1) If the respondent is represented by an atiorney under §
10,140(a), a copy of the complaint shall also be served on the

attorney.
{Added 50 FR §183, Fob. 6, 1985, eflective Mar. 8, 10985)

§ 16,136 Answer to complaing,

() Time for answer, A answer 1o acomplaint shall be filed
within o time set in the complaint which shall be not less than
thirty days.

(YWith whom filed. 'The answer shall be filed in writing
with the administrative law judge. The time for filing an answer
may be exiended once for a period of no more than thisty days
by the administrative law judge upon a showing of good couse
provided a motion reguesting an extensionof time is filed within
thirty days after the date the complaint is filed by the Dircctor.
A copy of the answer shall be served on the Director,

(¢) Content. The respondent shall include in the answer n
statement of the facts which constitute the grounds of defense
undt shall specifically admit or deny cach atlegation set forth in
the complaint, ‘The respondent shall not deny a material atlega-
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tion in the complinint which the respondent knows (o be true or
state that respondent is without sufficient information to form a
bekie! as (o the truth of an alicgation when in fact the respondent
possesses that information, The respondent shall also state
affinmatively special matters of defense.

(d) Failure to deny allegations in complaint. Every allega-
tion in the complaint which is not denied by a respondent in the
answer is deemed to be admitted and may be considered proven,
No further evidence in respect of that allegation need be re-
ceived by the administrative law judge ot any hearing. Failure
to timely file an answer will constitute an admission of the
allegations in the complaint.

(©) Reply by the Director. Noreply to an answer is required
by the Dircctor and any affirmative defense in the answer shall
be deemed to be denied. The Director may, however, file arcply
it heorshe chooses orif ordered by the administrative law judge.

[ Added SOFR 5183, Feb. 6, 1985, offective Mar. 8, 1985; amended
50 FR 25073, Junos 17, 1988, |

§ 10.137 Supplemental complaing,

False statements in an answer may be made the basis of a
supplemental complaint,

{Added 50 FR 5183, Feb, 6, 1988, offecuve Mar, 8, 1985]

§ 10.138 Contested case.

Upon the filing of an answer by the respondent, a discipli-
nary proceeding shall be regarded as a contested case within the
meaning of 35 U.S.C. 24. Evidence obtained by a subpoena
issued under 35 U.8.C. 24 shall not be admitted into the recorsd
or considered unless leave to proceed under 35 U.S.C.L 24 was

previously authorized by the administrative law judge,
{Added 5O FR 5183, Fob, 6, 1985, offective Mar. 8, 1085]

§ 10,139 Administrative law judge; appointment;
responsibilities; review of interlocutory
orders; stays.

() Appointment.  An administrative law judge. appointed
under § U.S.C. 3108, shall conduct disciplinary proceedings as
provided by this part.

(1) Responsibilities. The administrative law judge shail
have authority (o

(1) Administer oaths and affirmations;

(2) Make rulings upon motions and other requesis;

(3) Rule upon offers of proof, receive relevant evi-
dence, and examine witnesses;

(4) Authorize the taking of & deposition of a witness in
lieu of personal appearance of the witness before the adminis-
trative law judge;

(5) Determine the time and place of any hearing and
regubte its course and conduct;

(6) Hold or provide for the holding of conferences to
settle or simplify the issues.

(7) Receive and consider oral or written arguments on
facts and law;

(8) Adopt procedures and modify procedures from time to
time as occasion requires for the orderly disposition of proceed-
ings;

(9) Make initinl decisions under § 10.154; and
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(10) Perform acts and take measures as necessary 10 pro-
mote the efficient and timely conduct of any disciplinary pro-
ceading,

() Time for making initial decision, 'The administrative law
judge shall set times and exercise control over a disciplinary
proceeding such that an initial decision under § 10,154 s
normally issued within six months of the date a complaint is
liled. The administrative law judge may, however, issue an
initial decision more than six months afier a complaint is filed
il i his or her opunon there exist unusual circumstances which
prechude issuance of an initial decision within six months of the
filing of the complaint,

(W) Review of interlocutory orders. Auw interlocutory ovder
ol an administrative law judge will not be reviewed by the
Conunissioner exeept:

(1) when the administrative law judge shall be of the
opinion (i) that the interlocutory order involves a controlling
question of procedure or law as to which there is o substantial
ground tor a difterence of opinion and (i) that an immediate
decision by the Commissioner may materially advance the
ultimate termination of the disciplinary procecding; or

() in an extraordinary situation where justice requires
review,

(©) Stays pending review of interlocutory order. W the Di-
rector or a respondent secks review of an interlocutory order of
an administrative Jaw judge under paragraph (0)(2) ol this
section, any time period set for taking action by the administra-
tive law judge shalt not be stayedunless ordered by the Commis-
stoner or the administrative law judge.

| Added SOFR 5183, Feb, 6, 1985, effective Mar, 8, 1985: muended
SO ER 25073, June 17, 1985]

§ 10,140 Representative for Director or respondent,

() A respondent may be represented before the Office in
coancction with an investigation or disciplinary proceeding by
an:ttorney. The attorney shall file a written declaration that he
or shie i an attorney within the meaning of § 1O, 1(c) and shatt
stafe:

() The address ¢ which the attorney wants correspon-
dence relted o the investigation or disciplinary praceeding,
sent; snd

(2) Atetephone nuntber where the attorney may e reached
during normal business hours,

() "The Commissioner shall designate atleast two associate
sodicitors in the Otfice of the Solicitor 1o act as representatives
for the BDireetor in disciplinary proccedings. In prosceuting
disciplinary proceedings, the designated associate solicitors
sl not involve thie Solicttor or the Deputy Solicitor, The
Solicitor and the Deputy Solicitor shall remain insufated from
the investigation and prosccution of all disciplinary proceed-
ings in order that they shall be available as counsel to the
Commissioner in deciding disciplinary procecedings.

JAdded SO ER STRY, Feb, b, 198RS, effective Mar, 8§, 1985)

§ 10181 Filing of papers,
() The provisions of § 1.8 of this subchapter do not apply
to disciplinry proceedings,
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(b) All papers filed after the complaint and prior o entry of
an initial decision by the administrative law judge shall be tiled
with the administrative law judge at an address or place desig-
nated by the administrative law judge. All papers filed after
entry of an initial decision by the administrative law judge shall
be filed with the Director. The Director shall promptly forward
to the Commissioner any paper which requires action under this
part by the Commissioner.

(¢) The administrative law judge or the Director may
provide for filing papers and other matters by hand or “Express
Mail.”

JAdded 50 FR 5184, Feb. 6, 1985, cffective Mar, 8, 1985]

§ 10,142 Service of papers,

(a) All papers other than a complaint shall be served on a
respondent represented by an attorney by:

(1) Delivering a copy of the paper to the office of the
attorney; or

(2) Mailing a copy of the paper by first-class mail or
“Express Mail” to the attorney at the adkdress provided by the
attorney under § 10, 140()(1): or

(3) Any other method mutually agreeable to the attorney
and a representative for the Director,

{b) All papers other than o complaint shall be served on a
respondent who is not represented by an attorney by:

(1) Delivering a copy of the paper to the respondent; or

(2) Muiling a copy of the paper by first-class mail or
“Express Mail™ to the respondent at the address to which a
complaint may be served or such other address as may be
designated in writing by the respondent; or

(3Y Any other method mutually agrecable tothe wspondcnt
andd @ representative of the Director,

(¢) A respondent shall serve on the representative for the
Director one copy of each paper filed with the administrative
taw judge or the Divector. A paper may be servedd on the
representative of the Director by:

(1) Delivering acopy of the paper to the representative; or

(2) Maiting a copy of the paper by first-class mail or
“Express Mail” to an address designated in writing by the
representative; or

(3) Any other method mutually agrecable to the respondent
and the representative,

() Each paper filed in o disciplinary proceeding shall
contain thercin a certificaie of service indicating:

(1) The date of which scrvice was made; and
(2) The methexd by which service was made.

(¢) Te administrative law judge or the Commissioner may
require that a paper be served by hand or by “Express Mail,”

(D Service by mail is completed when the paper mailed in
the United States is placed into the custody of the U.S, Posial
Service.

(Added SO FR 5184, Feb. 6, 1988, effective Mar, 8, 1985)

§ 10.143 Motions.

Motions may be fited with the administrative taw judge. The
wdministrative law judge will fetermine on a case-by-casc basis
the time period for response to a motion and whether eeplics to
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responses will be authorized. No motion shall be filed with the
administrative law judge unless such motion is supported by o
written statement by the moving party that the moving party or
auorney for the moving party has conferred with the opposing
party or attorney for the opposing party in an effort in good faith
o resolve by agreement the issues raised by the motion and has
been unable o reach agreement. If issucs raised by a motion are
resotved by the partics prior o a decision on the motion by the
administrative law judge, the partics shall promptly notify the
administrative law judge.
JAdded 50 FR 5184, Feb, 6, 1985, effective Mar. 8, 1985)

§ 10144 Hearings.

(2) The administrative inw judge shall preside athearings in
disciplinary proceedings. Hearings will be stenographically
recorded and transcribed and the testimony of witnesses will be
reccived under oath or affirmation, The administrative law
judge shali conduct hearings in accordance with 5 U.S.C. 556.
A copy of the transcript of the hearing shalt become part of the
record, A copy of the transeript shall be provided to the Director
and the respondent at the expense of the Offlice,

(b) If the respondent to a disciplinary proceeding fails to
appear at the hearing after a notice of hearing has been given by
the administrative law judge, the administrative law judge may
deem the respondent to have waived the right 1o a hearing and
may proceed with the hearing in the absetice of the respondent,

(¢) Ahcaring under this section will notbe open tothe public
except that the Director may grant a request by a respondent 1o
open his or her hearing to the public and make the record of the
disciplinary proceeding available for pnblic inspection, pro-
vided, Agrecement is reached in advance 10 exclude from public
disclosure information which is privilecged orconfidential under
applicable laws or regulations, U a disciplinary proceeding
results in disciplinary action agninst o practitioner, and subject
to § 10.159(¢), the record of the entire disciplinary proceeding,
including any scttiement agreement, wili be available for public
inspection,

fAdded 50 FR 5184, Fob, 6, 1985, effective Mar. 8, 1985

§ 10,848 Proof; variance; amendment of pleadings.

Tt case of a variance hetween the evidence and the allega-
tions in a complaing, answer, or reply, if any, the administrative
fnw judge may order or authorize amendment of the complaint,
answer, or reply to conform to the evidence, Any party who
would otherwise be prejudiced by the amendment will be given
reasonable opportunity o meet the altegations in the complaint,
answer, or reply, as amended, and the administrative law judge
shall make findings on any issue presenied by the complaint,
answer, or reply as amended,

[Addued SO FR 5184, Fob, 6, 1985, eflective Mar. 8, 1985}

88 10846 - 10148  [Reserved]
§ 10.149 Burden of proof,

In a disciplinaey proceeding, the Director shall have the
burden of proving his or her case by clear and convinging
evidence ind a respondent shall have the burden of proving any
affirmative defense by clear and convineing evidenge,
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§ 10151
[Added 50 FR $184, Feb, 6, 1985, effective Mar, 8, 1985]

§ 10.150 Evidence.

@) Rules of evidence, The rules of evidence provailing in
courts of law and cquity arc not controlling in hearings in
disciplinary proceedings.  However, the administrative taw
judge shall exclude evidence which is irrelevant, immaterial, or
unduly repetitious.

(b) Depositions. Depositions of witnesses taken pursuant to
§ 10.151 may be admiued as evidence.

(¢) Government documients. Official documents, records,
and papers of the Office are admissible without extrinsic ¢vi-
dence of authenticity. These documents, records and papers
may be evidenced by acopy certified as correet by anemployee
of the Offiice.

(d) Exhibits. 1f any document, record, or other paper is in-
toduced in evidence as an exhibit, the administresive taw judge
may authorize the withdrawal of the exhibit subject to any
conditions the administrative law judge deems epproprinte.

() Objectiony. Objectionsto evidence will be inshort fovm,
stating the grounds of objection. Ohjections and rulings on
objections will be a partof the record. No exception to the ruling
is necessary (0 preserve the rights of the parties,

[Addod 50 FR §184, Feb. 6, 1985, effective Mar. B, 1985]

§ 10,151 Depositions,

(8) Dcpositions for use at the hearing in licu of personal
appearance of a witness before the administrative law judge
may be taken by respondent or the Director upon a showing of
good cause and with the approval of, and uidler such conditions
a8 may be deemed appropriate by, the adiministentive law judge,
Depositions may be taken upon oral or written questions, upon
notless than tendays written notice tothe other party, before any
officer authorized to administer an onth or atfirmation in the
place where the deposition is to be taken, The requirementof ten
days notice may he waived by the parties and depositions may
then be taken of a witiess at a time and place anstualty agreed
o by the partics. When a deposition is taken upon written
questions, copics of the written questions will be served upon
the other party with the notice and copics of any written ¢ross-
questions witl be served by hand or “Express Mail™ not less than
five days before the date of the taking of the deposition unless
the parties mutually agree otherwise. A party on whose behall
a deposition is taken shall file a copy ol a wranscript of the
deposition signed by acourtreporter with the sdministrative taw
indge and shall serve one copy upon the opposing party. Ex-
penses for a court reporter and preparing, serving, and filing
depositions shali be borne by the party at whose instance the
deposition is taken,

() Whenthe Director and the rospondent agree in writing,
adeposition of any witness who will appesr voluntarily may be
taken wnder such terms and conditions as may be mutually
agrecable o the Director and the respondent, The deposition
shatl not be fited with the administrative law judge and may not
be admitted in evidence before the administrative law judge
untess he or she orders the deposition admitted in evidence. The
admissibitity of the deposition shall lic within the discretion of
the administrative law judge who may reject the deposition on
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any reasonable basis including the fact that demeanor is in-
volved and that the witness should have been ealled to appear
personally hefore the administrative law judge.

1Added S0 ¥R 5185, Fob. 6, 1985, effective Mar, 8, 1985)

§ 10,182 Discovery.

Discovery shall not be authorized except as foliows:

() Afterananswer is filed under § 10,136 and when aparty
establishes in o elear and convineing manner that discovery is
necessary and relevant, the administrative law judge, under
stich conditions as hie or she deems appropriate, may order an
opposing party 1o

(1) Answer a reasonable number of written requests for
admission or interrogatories;

(3 Produce for inspection and copying a reasonabie
mimber of documents; and

{3) Produce for inspection a reasonable number of things
other than docaments,

() Discovery shallnot be authorized under paragraph (o) of
this seetion of any matter which:

(1) Will be used by another party solely for impeachment
Or cross-examination;

(7 1s not available to the party under 35 U.S.C.§ 122;

(1) Relates to any discipltinary proceceding commenced in
the Patent and Trademark Office prior 1o March 8, 1985;

) Relates o experts exeept as the administrative law
judge may require under paragraph (¢) of this section,

(5) Is privileged; or

(6) Relates to mental impressions, conclusions, opinions,
or legal theories of any attorney or other representative ol a
[rarty.

(¢) The adntinistrative law judge may deny discovery re-
guested ander parageaph (@) of this section if the discovery
sought:

(1) Will unduly delay the disciplinary procceding;

(D) Will place an undue burden on the party required to
produce the discovery sought; or

(3) s available (i) generally to the public, (i) equally o the
pieties; or (i) to the party secking the discovery through
another souree,

() Priorto authorizing discovery under parngraph (a) of this
seetion, the administrative law judge shall requice the party
seeking discovery o file o motion (§ 10.143) and explain in
detail for each request made how the discovery sought is
necessary and refevant to an issne actually raised in the com-
plaint or the answer,

{¢) 'The administrative law judge may require partics to file
and serve, prior o any hearing, o pre-hearing statement which
contains:

(1 Alist (together with acopy) of all proposed exhibits to
he used in connection with a party*s casc-in-chief,

(M A list of proposed wilnesses,

(3 As o each proposed expert witness:

(i) An identification of the field in which the individua!
will be qualitied as an expart

() A statement as to the subject matter on which the
expertis expected to testifys and
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(i) A statement of the substance of the facts and opinions
1o which the expert is expected o testify,
(4) The identity of government cmployees who have inves-
tigated the case, and
(5) Copies of memoranda reflecting respondent’s own
statements to adiinisteative represeniatives,

(N Aftera wimess testifies tora party, ifthe opposing paety
requests, the party may be required to produce, prior 1o ¢ross-
examination, any written statement made by the witness.

[ Added 50 FR 5185, Feb, 6, 1988, offective Mar, 8, 1985)

§ 10,183 Proposed findings and conclusions; post-
bearing  memorandam,

Except in cases when the respondent has failed 1o answer the
complaint, the administrative law judge, prior 10 making an
initial decision, shull aftford the parties a reasonable opportunity
to submit proposed findings nnd conclusions and a post-hearing,
memorandum in support of the proposed tindings and conclu-
sions,

{Added 50 FR 5185, Fob, 6, 1985, offective Mar, 8, 1985}

§ 10,154  Juitinl declsion of administrative law jJudge,

() The administrative luw judge shall make an initial
decision in the case, The decision will include (1) a statement
of findings and conclusions, as well as the reasons or basis
therefore with appropriate references 10 the record, upon all the
material issues of fact, law, or discretion presented on the
record, and (2) an order of suspension or exclusion from
practice, an order of reprimand, or an order dismissing the
compliant, The administrative law judge shail file the decision
with the Divector and shall transmit a copy o the representative
of the Dircctorand to the respondent, Tnthe absence ofanappeal
10 the Commissioner, the decision of the administrative low
fudge will, without further proceedings, become the decision of
the Commissioner of Patents andd Trademarks thirty (30) days
from the date of the decision of the administrative law judge.

() 'The initial decision of the administrative law judge shall
explain the reason for any penalty or reprimand, suspension or
exclusion. In determining any penalty, the following should
normatly be considered:

(1) The public interest;

(2) The seriousness of the violationof the Disciplinary Rule;

(D The deterrent effects deemed necessary:

(4) The integrity of the legal profession; and

(5) Any extenuting circumstanees.

JAddod SOFR STRS, Fob, 6, TORS, effective Mar, 8, TORS; nmended
S0 FR 25073, June 17, 1984,]

§ 10,185  Appeal to the Conunissioner,

(0 Within thirty (30) days from the date of the initial
decision of the administrative law judge under § 10,1584, cither
party may appeal to the Commissioner.  An appeal by the
respondent will be filed with the Director in duplicate and will
include exceptions o the decisions of the administrative law

judge and snpporting reasons for those exceptions, Hihe Diree-

tor files the appeal, the Direetor shall serve acopy of the appeal.,
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Within thirty (30) days after recciptof an appeal or copy thereof,
the other party may file o reply brief, in duplicate with the
Divector, I the Director files the repty brief, the Rirector shall
serve u copy of the reply brief, Upon the fiting of an appeal and
areply briet, it any, the Director shatl transmit the entire record
to the Commissioner.

(b) The appeal will be decided by the Comimissioner on the
record made before the administrative law judge.

(€) The Commissioner may order reopening of a discipli-
nary proceeding in accordance with the principles which govern
the granting of new trials. Any request to reopen a disciplinary
proceeding on the basis of newly discovered evidence must
demonstrate that the newly discovered evidence could not have
been discovered by due diligence.

| Added 50 FR 5185, Fob. 6, 1985, effective Mar. 8, 1985}

§ 10.156 Decision of the Commissioner,

(&) Anuppaal from ancinitial decision of the administrative
law judge shalf be decided by the Commissioner., The Commis-
sioner may affirm, reverse, or modify the initisl decision or
remand the maiter o the administeative law judge for such fui-
ther proceedings as the Commissioner may deem appropriate,
Entry of adecision by the Commissioner isa finad agency action
in o disciplinary proceeding. In making a final decision, the
Commissioner shall review the record or these portions of the
record as may he cited by the partics inorder (o limit the issues,
The Conmissioner shall transmit a copy of the final decision 10
the Director and o the respondent,

(b) A final decision of the Commissioner may dismiss o
disciplinary proceeding, reprimand a practitioner, or may sus-
pendorexcldde the practitioner from practice before the Office,

{Added 50 FR 5186, Feb, 6, 1985, effective Mar, 8, 1985)

§ 10,187 Review of Commissioner’s fingl decision.

() Review of tie Commissioner's finad decision in o disci-
plinary case may be had by a petition filed in the United States
District Court for the District of Cotumbia, See 35U.8.C.32and
Locst Rule 213 of the United Swes Districe Court for the
District of Columbia,

(b) The Commissioner may stay a final decision pending
review of the Commissioner’s final decision.

[ Added SOTR 5180, Feb, 6, 1985, effective Mar. 8, 1985; amended
SYER 3120, Apr. 21, 19RE]

§ 10,158 Suspended or excluded practitioney.

(@) A practitioner who is suspended or excluded frony
practice before the Office nnder § 10.156(b) shall notengage in
unaathorized practice of patent, teademark and other non-patent
law betore the Olfice,

(b)Y Unless otherwise ordered by the Commissioner, any
practitioner who is suspended or excluded from practice before
the Office under § 10.156(b) shall;

(1) Within 30 days of entry ol the ovder of suspension or
exclusion, notify all bars of which ie or she is a member and all
clients of the practitioner for whont he or she is handling matters
before the Office in separate written communications of the
suspension or exclusion and shall file a copy of cach writien
communication with the Director,
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(2) Within 30 days of entry of the order of suspension or
exclusion, surrender a clicnt's active Qftice case files to (i) the
client or (ii) another practitioner designated by the clicmt.

(3) Nothold himself or herself out as authorized to practice
law before the Office.

(4) Prompily take any necessary and appropriate steps o
remove from any tefephone, fegal, or other directory any adver-
tiscment, statement, or representation which would reasonably
suggoest that the practitioner is authorized 1o practice patent,
trademark or other non-patent law before the Oftice, and within
30 days of taking those steps, lile with the Director an aftidavit
describing the precise naturs of the steps taken.

(5) Notadvertise the practitioner’s availability or ability to
perform or render legal services for any person having immedi-
ate, prospeetive, or pending business before the Office.

(6) Notrenderlegal advice orservices toany peeson having
immediate, prospective, or pending business before the Oftice
as 1o that business,

(7) Promptly ke steps 1o change any sign identifying a
practitioner’s or the practitioner's firm's  office and
practitioner’s or the practitioner's firm's stationery o delete
iherefrom any advertisement, stalement, or representation
which would reasonably suggest that the practitioner is author-
ized to practice law before the Qffice.

(8) Within 30 days, return 10 any clientany uncarned funds,
including any uncarned retainer fee, and any securitics and
property of the client,

(€} A practitioner who is suspended or excluded from
practice before the Office and who aids another practitioner in
any way in the other practitioner's practice of law helore the
Office, may, under the direet supervision of the otier practitio-
ner, actas a para-legal for the other practitioner or perform other
services for the other practitioner which are normally performed
by lay-persons, Provided:

(1) The practitioner who is suspended or excluded is:

(i) A salaried employcee of:
(A) The other practitioner;
(B) The other practitioner®s law firm; or
(C) A clicnt-cmployer who employs the other practitio-
ner as a salaried employee;

(2) The other practitioner assumes full professional respon-
sibility to any client and the Otfice for any work performed by
the suspended or excluded practitioner for the other practitio-
ner;

(3) The suspended or excluded practitioner, in connection
with any immediate, prospective, or pemdling business before
the Otfice, does not:

(i) Communicate dircetly in writing, orslly, or otherwise
with a client of the other practitioner;
(it) Render any legal advice orany fegal services to a client
of the other practitioner; or
(i)  Meet in porson or in the presence of the other
practitioner with:
(A) Any Office official in connection with the prosceu-
tion of any patent, trademark, or other case;
(B) Any cliecnt of the other practitioner, the other
practitioner’s law firm, or the clicat-ecmployer of the other
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proctitioner;

(C) Any wiiness or potential witness which the other
practitioner, the other practitioner’s law firm, or the other
practitioner's client-cmployer may or intends to call as a witness
in any proceeding before the Office. The term “witness™ in-
cludes individuals who will iestify orally ina proceeding before,
or sign an affidavit or any other document to be filed in, the
Office,

(d) When a suspended or excluded practitioner acts as a
para-fegal or performs services under paragraph (¢) of this
<ection, the suspended or excluded practitioner shatl not there-
after be reinstated to practice before the Office unless:

(1) The suspended or excluded practitioner shall have filed
with the Director an affidavit which (i) explains in detail the
precise nature of all para-legal or other services performed by
the suspended or excluded practitioner and (ii) shows by clear
and convincing cvidence that the suspended or excluded prac-
titioner has complicd with the provisions of this section and all
Disciplinary Rules, and

(2) The other practitioner shall have fited with the Director
a written siatement which (i) shows that the other practitioner
has read the alfidavit required by subparagraph (d)(1) of this
scetion and that the other practitioner believes every statement
in the allidavitto be true and (i) states why the other practitioner
believes that the suspended or excluded practitioner has come-
plied with paragraph (¢) of this section.

[Added 50 FR 5186, Fob. 6, 1985, cffective Mar, 8, 1985

§ 10,189 Notice of suspension or exclusion.

(@) Upon issuance of a final decision reprimanding g prac-
titioner or suspending or excluding & practitioner from practice
before the Office, the Director shall give notice of the final
decision o appropriate employees of the Office and to inter-
ested departments, agencies, and courts of the United States.
The Dircctor shall also give notice o appropriate authoritics of
any State in which a practitioner is known to be amember ol the
bar and any appropriate bar association.

(b) The Dircctor shalt cause to be publishied in the Official
Gazente the name ol any practitioner suspended or excluded
from practice. Unless otherwise ordered by the Commissioner,
the Dircctor shalf publishiin the Official Gazetie the name of any
practitioner reprimanded by the Commissioner.

(¢) The Director shall mairtain records, which shall be
avaitable for public inspection, of every disciplinary proceeding
where  practitioner is reprimanded, suspended, or excluded
unless the Commissioner orders that the proceeding be kept
confidential,

[Added 50 FR 5186, Feb. 6, 1985, effective Mur, 8, 1985]

§ 10,160 Petitioner for reinstatement,

(@) A petition for reinstatement of a practitioner suspended
for a period of less than five years will not be considered until
the period of snspension has been passed.

(b) A petition for reinstatement of g practitioner excluded
from practice will not be considered until five years after the
celiective date of the exclusion,
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(©) Anindividual who has resigned under § 10.133 or who
has been suspended or excluded may file a petition for reinstate-
ment, The Dircctor may grant a petition for reinstatement when
the individual makes a clear and convincing showing that the
individual will conduct himself or herself in accordance with
the regulations of this part and that granting a petition for
reinstatement is ot contrary to the public inferest,  As a
condition to reinstatement, the Director may require the individ-
ual 1o

(1) Meet the requirements ol § 10.7, including taking and
passing an examination under § 10.7(b) and

(2) Pay all or a portion of the costs and cxpenscs, not (0
exceed $1,500, of the disciplinary proceeding which ked o
suspension or exclusion,

() Any suspended or excluded practitioner who has vio-

lated the provisions of § 10.158 during his or her period of

suspension or exclusion shall not be entitled to reinstatement

until such time as the Director is satisfied that a period of

suspension equal in time to thatordered by the Commissioner or
exclusion for tive years has passed during which the suspended
or excluded practitioner has complied with the provisions of §
10.158.

(¢) Proceedings on any petition tor reinstatement shell be
onen 10 the public. Before reinstating any suspended or ¢x-
cluded practitioner, the Dircetor shall publish in the Official
Gazette o notice ol the suspended or excluded practitioner's
petition for reinstatenment and shall pernit the public a reason-
able opportunity tocommentor submit evidence with respect to
the petition for reinstatement,

[Added 50 FR 5186, Feb. 6, 1985, clfective Mar, 8, 1985]

§ 10.161 Savings clause,

() A disciplinary proceeding bused on conduct engaged in
prior to the effective date of these regulations may be instituted
subsequent to such effective date, il such conduct would con-

tinue to justify suspension or exclusion under the provisions of

this part,

(b) No practitioner shall be subjectto a disciplinary proceed-
ing under this part based on conduct engaged in belore the
cffective daie hereol it such congluct would not have been
subject to disciplinary action before such effective date,

{Added 50 FR 5186, 'eb. 6, 1985, effective Mar, 8, 1985]

§§ 10162 - 10,169 [Reserved)
§ 10170  Suspension of rules.

(a) Inan extrnordinary situation, when justice requires, any
requiremient of the regulations of this purt which is not a
requirenient of the statutes may be suspended or waived by the
Commissioner or the Commissioner’s designee, sua sponte, or
on petition of any party, including the Director or the Director's
representative, subject to such other reguirements as may be
imposed

(b)Y Any petition under this section will not stay o discipli-
nary procecding unless ordered by the Commissioner or an
wdministsative law judge.,

[Added 50 FR S186, Feb. 6, 1URS, effective Mar. 8, 1985)
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INDEX I - RULES RELATING TO PRACTICE
BEFORE THE PATENT AND TRADEMARK

OFFICE

A
Addross change o, i T TR L 3 ) |
AQVErtising vevverirnnns e ST w1031, 1032
Agreomonts restricling PrACHC s 10.38
Aliens ... BT e e 10.6, 10,9
Applicant for patent, Representetiva of ... e 1.31, 10,10
Applicant for trademark, Representative of .« e 211
Attornoys, Recognition of 10 practice in trademark

CHABOB v insrenssroriannss s i e s e 10,14
Auttorneys, Registration of to practice in patent
CRSOR wirvnnn et s snerssssassnn O 10.6, 10.7

B
Breach of trust ., e 1023
Business lnuwnulom or rcluuom with client ..o T 19.65

C
Candidate for judicial office wivininii. v JOL103
Canons and disciplinary rules .o 1020 < 10112
Certificate of mailing ..o e 1.8, 10,23, 10,141
Circumventing a disciplinary rule, amendment ............ 10,23
Code of Professional Responsibility .......... e 10,20 - 10,112
Cocrcion, Use of .o 123
Commitice on DISCIPUNe ...oeoesnecenninonin TP [§ X'
Committee oi Enrollment ..., wens 10.3

Communicating with person having adverso imcrcat.... 10,67
Communications concerning practitioner’s service ..., 10,31
Compensation for 1egal Services ..o 10.68
COMPEIENCE wrvrirvnrernmvinsmmnsciseererarmoenesees 10,76, 10,77
Complaint instituting disciplinary proceedings............ 10,134
Concealment of material information ... 10.23
Conduct in proceeding before Office .o 10.89
Conduct prejudicial 10 the administration of justice ..... 10,23

Contlict of IMErest oo sesrsssssr e reraens R (1 X
Conviction of crimingl offense .. vversans voennens 10023
D

Deceit o crersnsenennne G e e 10.23

Becisions of the Commissioner ... 10.156, 10,157

Definitions:
AGAavit o, e s s w101
Application ... oo PPN v 1001
CRION vcanivssmenmmarseimmmes s s 10.20
Confidence vovcninn PR T TR 10.57
Differing inlorosts v v [PTTN 10,1
Director of Enrollment and Dlsmpluw ................. v (1A
DHsciplingry THlS oo o 1020
Eraployee of & teibmnal ..o 10.1
Excessive legal 668 ., e 10.36
Exeluded practitioner ..o 10.1
Giving information ... voremannnns 1041

Invention development SCrvices oo 10023
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(Definitions:)

Law fiFm oo, T 10.1
LBWYET (i onsimnnensennns D 10.1
Legal Counsel ..noiinn s 10.1
Legal prol‘m.iun ................... e 10.1
LOgal SEIVICE i s 10.1
Loghl 8YSI0M1 s 10,1
NOPHCHHONGT oo 101
OfICt 1o 101
POFBON Lo e P, 10.1
Practitionor v T R 18
Proceeding befors the O i e 10,1
Profassional legal COrporation .. 11
Registration .o, IS SRR IO 10.1
ReSPondant wemmsmimnenouinmmnnsssssane 10.134
SEOTEL tiniinnne e 10.33, 10.57
BB s 10.1
Suspended PrCHHONOE ¢ s, 10.1
Tribunal........ e TP e 10.1
UNEtad SUHOR o s 10,1
Designation us rogistered atOIMQY OF AEOI Lo 10.34
Direct contact with prospoctive Cioms o 10.33
Divactor of Enrollmont and Discipline:
APPOIIIINIGIN Lo s 10.2
DUIOS o s 10.2
Review of docisions of the Director ...,
Disburmont {rom practice on unothicsl grounds .. 10.130
Discharge of uitornay or agent by cliont ..o e 10,40

Disciplinary proceedings and investigations:

Administrmtive Law Judge oo 10339
Administrative Procodures ACl. i 10,132, 10,144
Review of interlocuiory orders by Administrative

Law JUdEo cocammminn SR v 1139
Amendmont of complaint v, e 10,145
Amendniont of pleadings .ooiinvanonnine 10.145
Answer 10 complaint ..., B e 10,136
Appeat of initial decision of Administrative

Law Judgo voviinmiiminninomieaisins 10.155
Burden of proof cemonimnsnnmamosisenens 10.149
Cortificato of MATHDEG v, 1.8, 10.141
COMPLAINE 1o s 10,134
Contestod CR80 wumnninen. T 10.138
Deliborations of Committes on Digeipling ..o, 10.4
Discovery (seo also Discovery in Disciplinary

Procaadings) v enaeisosenen 16.152
Excoption 10 ruling ..o i i 10.150
Filing papors after complaint filed i 10.141
Hoarings bolore Administrative Law Judge v 10.144
Initial decision of Adminigtrative Law

Idge v YT o e 100139, 10,154
Inltisting disciplinary proceoding «uwawnnonennnnss 10,132
Investigations of violations of disciplingry rules ... 10,131
Notico of suspension or exchusion of practitionor ... 10.159
Objoctions o 6vidence v PR s 10,150
Post hoaring memoranditn v e s v 100153
Pro-hoaring SIMOMONE ..o i s 10.153
Reinstatoment of suspondod or excluded

PRACHUONET v s 10.160
Reprimand of registered atiornoy or

BROML v s s 10,130, 10.132
Resignation of practitionst . e 10.133
Roview of Commissioner’s finul decision ... 10.157
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(Disciplinary proceedings and invostigations:)
Roview of decision donying reinstatement of

PRACHUONGT wininsmsnsnsissnssssssssssssnsasss 108
Savings cleuss ., SRR TP wnee 10,161
Suvrvics of complaint .o 1135
Settlement of complaint ., SRR we 10,133
Stay pending raview of interlocutory order .. 100139
Supplomontal complaing i e we HOW13T

Disciplinary rule violation,

LHSCIOSUES 0f v,
DISCOurteons contuct wuaaeisin
Discovery in Digciplinary Proceadings:

10,23, 10.24, 10.84, 10.85, 10.131
wen 10,89

R L I T T TR Y TR TR RN

Copying of documonts ........ s s 10,1582
Cross-eXAMIRALHON .uwonnnnnomssesn s 1152
Dolibarations of Comumities on Enrollment ..u i, 104

Depositions v P 10.151
Evidonce .. R O e 10.150, 10152
Impeachmont . TP . v 10,152
Inspaction of documents ....... wrrenmmsernassnon F52
Interrogrlorios ... Vs e Ve W 100152
Motions filed with Adminisirative Law
A {TTLT1T e 10L143, 10,152
Privileged information ..., e v 10,152
Unilue delay in proceedings oo 10052
Division of legal fees wuniai
Duross, Use of v s e
Duty to maks wmuml uvailable ST AR TOPRON 10.30
B
Enployment:
ACCOPIRNCS 1 ivirrensesiininiciniene e e 10.39
Fuilure 1o camy oul CONEREt ..oocvivvinirnniininnan v 10,84
Reofusing smployment ..o 0,62, 10,63, 10,686
Withdrawal from employmont.., 140, 10,63, 10.66
Excoption to ruling ..o cresreersans R P { 14 1 11
Excossive logal {668 ..o PPN e 10,30

Exclusion of peactitioner .. 1130, 10132, 10,158

F
Failure 1o discloge material fact with rogard 1o
rogistration
Failure 1o notify client
Falso BCCURRLHONS wovrienmiminciminimsmesns

Fulse ststemonts concsening officials ...
Fuavors, Improporly beslowing ...,
Foes:
In goneral .. e R b s 1.21
Petition o review docision of Director of
Ensollment and Discipling ..o, 10.2
Registeation .cciinrer P s e bbb 10.8
(Fous:)
Registration examination w.oawenoiin s 107
Ruinstatoment ..., G P oo 1011
Request regrads of examingtion ....... e SRS [ X .
Fues for logal 861VICO8 v nuimanmmmimrmmeemen 136
Firm nams, Use of v e e 10,38
Fitness to practics before the OMICs oo, W 10,23
FOrignors .o 10.6, 10.9, 10,04
Former Patent and Tradomark Offics
employoos .« e s 10,16, 10,23
Fraud or inequitablo conduet . omamsin, 10,23, 10.85
Frivolons complaint ........ e e e 10.23
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Funds of client, Preserving identity of «vininniinonn 10,112
¢]

Gift, Improperly Bestowing wuwnniiinomnninn e, 10.23
Government anployees, Registration of to

PrActice i PALENT CHSBS v s, 10,10

I

Hlagal conduet involving moral turpltida v, 10,23
Hlegal feos (oF SevICes v ST, e 10.36
Improper alieration of patant appHEAtON ... 10023
Impropar exscution of oath or declafation .o 10.23
Impropar INFINES w o nmsnsmniom s, aned 10,23
hproper signatrs ... s St RN 10.18, 10.23
Tmproparly bostowing thing of value ... ORI 10.23
INCOMPAIINCG oo BT R, 10.77, 10.78
Indecont statement, Making of ..., T 10.23
Independent profassional

ndgment, Bxereiso of v 10,61, 10.62, 10.66, 10.68

Individual unquatifiod in rospect to charicter,
education, 61¢, v W, 10022
Influence by others than Cliont ..o HLG8

Information: preciuding rogisteation, Failuro to disclose ... 10,22
Initial deeision of Administrative Law Judge .. 10,139, 10,154
Integrity and competenco of the legal profoession,
Mattaining of viinonn oo, 10.22
Interast in litigation or procoading before Offico,
Acquiring of v e ST 10.64
Investigation of violutions of disciplitary Ples oo 10.031
J
Joint vonture .o T N 10.23
Judicial office, Candidato LOr (vninmmnmenime s, 10.103
L
Laogal lovs:
Divigion of .o NP e T 10,37
Fuilurs 10 Pay oo TN 10.40
Sharing of i, B 10.48
Lagal system, Assistance in im[mwing llm e 10,100
Letterhoads, Use of v PP R RPN 1038
Limited recognition to practics in paiont Cases v, 10.9
M
Mautpractics, Limiting clieut’s liability .o S 10.78
Matorlally falso statements in application for
rogistration ... TR AR 10.22
Misappeopeiation of funds oo W23
Misconduet s W e B TTTRAPTN 10,23
MiBrOProsontations «uscesnnmnroasssonss 1022, 10,23
Multiple employmont .o 10,66
N
Noglocting logal maters .« mmonimmamonnamsess 7
Non-practitionor, Formation of partnorship with i, 1049
Notice of sugpension or eXCIISION o 10,159
0
Oath regquiromont v v P 10.8
Officials, Contact Wit v, R e [T 1093
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l)
Petitions: N
Foas in genoral dooion w121 Scandalous statoments, Making of ...iimnciimon, 10.23
Regrade of examination RRTTRRS [\ [ (3 Secrats and confidence, Preservation of clionts ... 10.56, 10.57
RERNSAENANT oo s 10.160 Sottlement of claims of CHENES wo i, 10.67
Review decision of Commissioner .., 10.157 Sharing 10gal fE08 ..o 10.48
Review decision of Director of Enrollment and Signature and centificate of practitioner . 10.18
DASCIPHNE s, 10.2 SONCHALON s e 10.32,10.33
SusPension of MBS i 10,170 Statement concerning officials, Making false .. 10,102
Preserva secrets and confidence of client ... 10.56, 10.57 Suspension of Practitioner ., 10.23, 10.130, 10.132, 10.158
Pro-se applicting v, 1.31,2.11 Suspension of rles ... S 10.17¢
Professional impropriety, Avoiding
GPPOIrANCe Of ., T
Promise of advantage, Offer of ....... Threats of criminal Prosecution ..., « 10,88
Property of CENt s s X THECRLS, USE OF 11riiiirininnsiresnsriinsrmsenssssessssesssssassssresnssasnesnssses 10.23
Proprictary interest in subjoct MANCT w.ovvnnoniam. 10.64
Publication in Official Gazelte ... 10.11, 10.159, 10.160 U
Unauthorized practice .o 10.14, 10.23, 10,31, 10.46, 10.47
R Undignificd conduct e OO 10.89
Recognition to practice bofore the Patent and Tradomark  Offico;
ABCRLE (i s 10.6, 10.7, 10.14 \Y
Aliens ... w106, 10.7,10.14 Violating duty of candor &nd good faith ..o 10.23
f\“(“"c)"‘ ----------------------- “ e 106, 10,7, 10.14 Violation of disciplinary rula, misCORMICE ... i 10.23
Change of address, Requirement ln notify
DIFCCIOT wicunnnmemmsniminsnnmnasrnsieessis 10.11 W
Contents of petition for reinstatement of: Withdrawal from employment ......... e reetee s st aees 10.40
porson fot suspended o xClded oot 02 Withdrawal materinl infOrMAtion ..., 1022, 10.23
suspended or excluded practitioner ... 10.160 R p
Examination of rogistration in palent CRS8S v 0.7 WINESSES wovsssssssisnmminssssnisssiss ermeenienesnasn 10.63, 10.92
Examination fo ... 10.7
FOPCIENOTS vvvvvumamsrusssscrsmensesessssssanesssssnsissssssens 10.6, 109, 10,14 Z
Former Patent and Trademark Office Zoalousty representing the client o 10.83, 10.84
CIPLOYELE 1o 10.10,10.23 YRRy T
Government employeet ..., e 10110, 10,23
Limited recognition in patent CRSES ... - 10.9
Non-lawyers, Recognition in trademark ¢nses ..o 10.10
Prlent cases i « 106 - 10.10
Recognition {or ropresentition ... 1.34, 2,17, 10.14
Reeognition to praclict v 10,6 - 10,18
Refusal 1o recognize practilionsr ... e 10,15
Register of attorneys and agents in patent cases v 10.5
Registration O i 108
Registration HIMBET ..o 1.34

Removal of attorneys and agents from the

register .. o 10U
chrcwmnuon l)y ?eglsu,ml ullnmcy or uguu
N PELSNLCHSOB Lorvivirirsiiermriersimar e 1.31
Request for regrade of examination... 10.6
Reguiremonts Tor segistration v 10.7
Review of Director's decision relusing registralion ... 10.2
Trademark CASS v 10.14
Unauthorized representation by an agent 10.10, 10.31
Records, proporty and funds of client, Maintaining of .......... 10.112
Reinstatement after removal from the register .. 10.2, 10.11
Reinstatement of suspended or excluded
non-practitioner ....... e vrrenin T cnnnenns 10,160
Reprosenting client within bounds of the law ..o 10.85
Reprimand of registered attorney or agent......ooe 10.130, 10.132
ReSiBntion v o s 10133
Revocation of power of sttormoey in trademiark case v 2.19
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Part 1§ Service of Process

Sec.

15.1 Scope and purposc

15.2 Definitions

15.3 Acceptance of service of process

Authority: 5 US.C. 301; 15 US.C. 1501, 1512, 1513,
1515, and 1518; Reorganization Plan No. 5 of 1950; 44 U.S.C.
3101, 15 CFR 15.2(a).

§ 15.1 Scope and purpose,

(a) This part supplements 15 CFR Part 15 and scts forth the
pracedures to be followed when a summons or complaint is
served on the Office or the Commissioner or an employec of the
OfTice in his or her official capacity. This part is to be construed
consistent with 15 CFR Parg 15.

(b) This part is intended to ensure the orderly execution of
the affairs of the Office and not to impede any legal procecding,

(c) This part does not apply 10 subpocenas. The procedures to
be followed with respect to subpoenas are setout in Part 15a of
this Title,

(d) This part does not apply to service of process made on an
Office employee personatly on matters not related to official
busincss of the Office or 1o the official responsibilities of the
Office employce.

§ 15.2 Definitions,

For the purpose of this part:

(n) “Commissioner” mceans  Assistant Sceretary  and
Commissioner of Patents and Trademarks,

(b) “Legal proceeding™ means a proceeding before a tribu-
nal constituted by law, including a court, anadministrative body
or commission, or an administrative law judge or hearing
officer.

(¢) “Office” means Patent and Trademark Office,

(d) “Officc cmployee” means any officer oremployee of the
Office.

(¢) "Official business” means the authorized business of the
Office.

() “Solicitor” means the chiel legal officer of the Office or
other Office employce to whom the Solicitor Tus delegated
anthority to act under this part.

§ 15.3 Acceptance of service of process

(8) Any summons or compliint to be served in person or by
registered or certified mail or as otherwise authorized by law on
the Office or the Commissioner or an Office employec in his or
herofficial capacity, shall be served on the Solicitor or an Office
employee designated by the Solicitor.,

(b) Any summons or complaint to be served by mail may be
addressed to Solicitor, 1.0, Box 15667, Arlington, Virginia
22215, Any summons or complaint to be served by hand may be
delivered to the Office of the Solicitor,

(¢) Any Office employee served with a summons or com-
plaint shall immediately notify and deliver the summons or
complaint to the Office of the Solicitor.
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{d) Any Officc employee receiving a summons or complaint
shali note on the summons or complaint the date, hour, and place
of service and whether service was by personal delivery or by
mail,

(c) When a fegal proceeding is brought to hold an Office
cmployee personally liable in connection with an action taken
in the conduct of official business, rather than liable in an
official capacity, the Office employce by law is to be scrved
personally with process. Service of process in this case is
inadequate when made upon the Solicitor or the Solicitor’s
designee. Any Office employce sued personally [or an action
taken in the conduct of official business shall immediately
notify and deliver a copy of the summons or complaint to the
Office of the Solicitor,

(0 An Office employce sued personally in connection with
official business may be represented by the Department of
Justice at its discretion. Sce 28 CFR 50.15 and 50.16 (1987),

(g) The Solicitor or Office employee designated by the
Solicitor, when aceepting service of process for an Office
cmployee in an official capacity, shall endorse on the Marshal’s
or server’s return of service form or receipt for registered or
certified mail the following statement: “Service accepted in
official capacity only.” The statement may be placed on the
form or receipt with a rabber stamp.

(h) Upon aceeptance of service or receiving notification of
service, as provided in this section, the Solicitor shall take
appropriate steps to protect the rights of the Commissioner or
Office employee involved.

Part 15a Testimony by Employees and the
Production of Documents in Legal Proceedings

Sec.

15a.1  Scope

15a.2  Definitions

15a.3  Office policy

15a.4  Testimony or production of documents; general rule

15.5 Testimony of Office employces in proceedings
involving the United States

152.6  Legal proceedings between private litigants

150.7 Procedures when an Office employcee receives a
subpoena

Authority: 5 U.S.C. 301; 15 U.S.C. 1501, 1512,

1513, 1515, and [518; Rcorganization Plan No. § of 1950; 44
U.S.C. 3101; 15 CFR 15a.1(c) and 15a.2(f).

§ 18a0  Scope

(@) This part supplements 15 CFR Part 15a and prescribes
the policies and procedures of the Office with respeet to the
testimony of Office employces as witnesses in legal proceed-
ings and the production of documents of the Office lor use in
legal proceedings pursuant to a request, order, or subpocena, This
partisissued pursuant to 15 CFR 15a.1(e) and isto be construed
consistent with 15 CFR 15a.

(b) This part docs notapply 10 any legal proceeding in which
an Office cmployec is to testify, while on leave status, as to facts
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§ 15a.2

orevents thatare in no way related o the official business of the
Office, ’

(¢) This part is intended to ensure the orderly execution of
the affairs of the Office and not to impede any legal proceeding
and in no way affects the rights and procedures governing public
aceess o records pursuant 1o the Freedom of Information Actor
the Privacy Act. Sce 15 CFR 15a.4 and 37 CFR 1.15.

§ 1502  Definitions.
For the purpose of this part:

(1) “Commissioncr” means Assistant Scerctary and
Commissioner of Patents and Trademarks.

(b “Demand” means a request, order, or subpoena for
1estimony or documents for use in a legal proceeding,

(¢) “Document” means any record, paper, and other prop-
erty held by the Ofiice, including without limitation official
patent and trademark files, official letters, telegrams, memo-
randa, reports, studies, calendar and dairy entries, maps, graphs,
pamiphlets, notes, charts, tabulations, analyses, statistical or
informational gccumulations, any kind of summarics of meet-
ings and conversations, film impressions, magactic tapes, and
sound or mechanical reproductions.

() “Legal proceeding” means a proceeding before a tribu-
nal constituied by law, including a court, an administrative body
orcommission, an administrative law judge or hearing officeror
any discovery proceeding in support thereof.,

(c) “Office” mecans Patent and Trademark Office.

{)"Office employee” means any officer or employce of the
Office.

(g) “Official business™ means the authorized business of the
Office,

(h} “Solicitor’ means the chicl legal officer of the Office or
other Office employee to whom tie Solicitor has delegated
authority (o act under this part,

(i) “Testimony” means g statement given in person before a
tribunal or by deposition for use before the ribunal or any other
statement given for use before a tribunal in a legal proceeding,
including an affidavit, declaration under 35 US.C. 25, or
declaration under 28 U.S.C. 1746,

() “United States” means the Federal Government, its
departnenis and agencies, and individuals acting on behalf of
the Federat Government.

§ 150.3  Office policy,

The Office policy is that its documents will not be voluntag-
ity produced and Office employees will not voluntarily appear
as witnesses or give testimony in a legal proceeding, The
reasons (or this policy include:

(1) Toconscrve the time of Office employees forconducting
official business,

(b) To minimize the possibility of involving the Office in
controversial or other issucs which are not related 10 the mission
of the Olfice,

() To prevent the possibility that the public will miscon-
strue variances between personal opinions of Office employces
and Office policy.,

() To avoid spending the time and money of the United

Rev. 13, Nov, 1989

MANUAL OF PATENT RXAMINING PROCEDURE

States for private purposes.

(c) To preserve the integrity of the administrative process,
minimize disruption of the decision-making process, and pre-
vent interference with the Office’s administrative functions,

§ 1504 Testimony or production of documents; peneralrule

(1) No Office employee shall give iestimony concerning the
official business of the Office or produce any document in any
legal proceeding without the prior authorization of the Solicitor.
Where appropriate, an Office employce may be instructed in
writing by the Commissioner, Sulicitor, or other appropriate
Office employce not 1o give testimony or produce a document,
Without prior approval, no Office employee shall answer in-
quirics from a person not employed by the Department of
Commerce regarding testimony or documents subject 1o a
demand or a potential demand under the provisions of this Part.
All inquirics involving a demand or potential demand on an
Office employce shall be referred 10 the Solicitor,

(b) A certified copy of a document, not otherwise available
under Chapter 1 of this Title, will be provided for use in a legal
procecding upon writlen request and payment of applicable fees
required by law.

{c)(1) Request for testimony or document. A reguest for
testimmony of an Office employec or document shall be mailed or
hand-delivered to the Office of the Solicitor. The mailing
address of the Office of the Solicitor is Box 8, Patent and
Trademark Office, Washington, .C, 20231,

(2) Subpocenas. A subpoena for testimony by an Office
cmployee or adocument shall be served in accordance with the
Federal Rules of Civil or Criminal Procedure as appropriate, or
applicable state procedure, and a copy of the subpoena shall be
sent o the Solicitor.

(3) Aftidavit, Every request and subpoena shall be accom-
panied by an aflidavit or declaration under 28 U.S.C. 1746 or,
if an affidavit or declaration is not feasible, a written statement
setting forth the title of the legal proceeding, the forum, the
requesting party's interest in the legal proceeding, the reasons
for the request or subpoena, a showing that the desired testi-
mony or document is not reasonably avaitabie from any other
source, and if testimony is requested, the intended nse of the
testimony, a general summary of the testimony desired, and o
showing that no document coutld be provided and used in liew of
testimony, The purpose of this requirement is to permit the
Solicitor to make an informed decision as 10 whether testimony
or production of a document should be authorized.

(d) Any Officec employce who is served with a demand shall
immediately notily the Office of the Solicitor.

(0) The Solicitor may consult or negotiate with an attorney
foraparty or the party, if notrepresented by an attorney, to refine
or limit & demand so that compliance is less burdensome or
obtain information necessary to make the determination re-
quired by paragraph (¢) of this scction. Failure of the sttorney or
party to cooperate in good faith to enabie an informed determi-
nation 1o be made under this part may serve as the basis for a
determination not 10 comply with the demand.

(0 A determination under this part to comply or not o
comply with a demand is not an assertion or waiver of privilege,
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lack of relevance, technical deficiencies or any other ground for
noncomplianee. The Commissioner reserves the right Lo oppose
any demand on any legal ground independent of any determina-
tion under this part,

§ 152.5 ‘Testimony of Office employees in proceedings
involving the United States.

(1) An Office employee may not testify as an expert or
opinion witness for any party other than the United States.

(b) When appropriate, the Solicitor may authorize an Office
employee Lo give testimony as an expert or opinion witness on
hehalf of the United States. Expert or opinion testimony on
hehalf of the United States will not be authorized in any legal
proceeding involving the validity or enlorceability of a patentor
registered trademark,

(c) Whenever, in any legal procecding involving the United
States, a request is made by an attorney representing or acting
under the authority of the United Stales, the Solicitor will make
alt necessary arrangements for the Office employee 10 give
testimony on behalf of the United States. Where appropriate, the
Solicior may require reimbursement o the Office of the ¢x-
penses associated with an Office employee giving lestimony on
hehalf of ihe United States.

# 184,60 Legal proceedings between private litigants
(@) Testimony by an Office employee and production of
documents in alegal proceeding not involving the United Staies
shall be governed by § 1544,
(b) If an Office employee is authorized to give iestimony in
a legal proceeding, the testimony, if otherwise proper, shall he
linsited to facts within the persona! knowledge of the Office
cemployee. AnOffice employee is prohibited from giving expert
or opinion festimony, answering hiypothetical or speculaiive
guestions, or giving testimony with respect 1o subject matter
which is privileged. If an Office cmployee is authorized to
testify in connection with the ecmployee's invoivement or assis-
tance ina quasi-judicial proceeding whichtook plice before the
Office, that employee is further prohibited frons giving testi-
mony in response 1o questions which seck:
(1) Information about that employee’s:
(i) Background.
(i) Expertise,
(iii) Qualifications to examine or otherwise consider a
particular patent or trademark application,
(iv) Usual practice or whether the employee followed a
procedure setout in any Office manual of practice ina particular
TS,
(v} Consultation with another Office employee.
(vi) Understanding of'

(A) A patented invention, an invention sought o be
patented, or patent application, patent geexamination or inler-
ference file,

(B3 Prior art,

(Cy Registered subject matter, subject matler sought to be
registered, or atradenuwk application, registralion, opposition,
canceblation, interference or concurrent use file,

(13 Any Office manual of praclice.
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(E) Office regulations,

(F) Patent, trademark, or other law,

(G) The responsibilitics of another Office employee,
(vii) Reliance on particular facts or arguments.

(2) To inquire into the manner in and extent (o which the
employee considered or studied material in performing the
quasi-judicial function,

(3) To inquire into the bases, reasons, mentil processes,
analyses, or conclusions of that Office employee in performing
the gquasi-judicial function,

§ 15a.7 Procedures when an OQffice employee receives &
subpoena,

(n) Any Office employee who receives a subpoena shall
immediately forward the subpoena to the Office of the Solicitor,
The Solicitor will determine the extent to which an Office
employee will comply with the subpocena,

(b) If the Office employee is not authorized (o comply with
the subpoena, the Office employee shall appear at the time and
place stated in the subpoena, produce a copy of PPart [5aof Title
15 and a copy of this part, and respectfully refuse to provide any
testimony or produce any document, United States exrel. Touhy
v, Ragen. 340 U.S. 462 (1951).

(¢) When necessary or appropriale, the Solicitor will request
assistance from the Department of Justice ora U.S. Attorney or
otherwise assure the presence of an attorney 1o represent the
interests of the Office or an Office employee.
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§ 150.1
SUBCHAPTER C - PROTECTION OF
FOREIGN MASK WORKS

PART 150 - REQUESTS FOR PRESIDENTIAL
PROCLAMATIONS PURSUANT TO 17 U.S.C. 902(a)(2)

See.
§ 150.1 Delinitions.
§ 150.2 Initiation of evaluation
§ 150.3 Submission of requests
§ 150.4 Evaluation
§ 150.5 Duration of proclamation
§ 150.6 Mailing address

Authority: 35 1.8.C. 6; E.0. 12504, 50 FR 4049, 3 CFR 1985
Comp, p. 335.

§ 150.1 Definitions.

(x) “Commissioner” means  Assistant  Scerctary  and
Commissioner of Patents and Trademarks.

(b) “Foreign government” mcans the duly-constituted ex-
ecuiive of a foreign nation, or an iniernational or regional
intergovernmental organization which has been empowered by
its meniber states Lo request issuance of Presidential proclama-
tions on their behalf under this part.

(¢) “Interim order™ means an order issued by the Secretary
of Commerce under 17 U.S.C. 914,

() *"Mask work"” means a scrics of related images, however
fixed or encoded -

(1) Having or representing the predetermined, three-di-
mensional paitern of metallic, insulating, or semiconductor
materiaf present or removed from the fayers of a semiconductor
chip product; and

(2) In which serics the relation of the images o one another
is that cach image has the pattern of the surface of one form of
the semiconductor chip product,

(¢) “Presidential proclamation” means an action by the
President extending 0 foreign nationals, domiciliarics and
sovereign anthoritics the privilege of applying for registrations
for mask works pursuant 10 17 U.S.C, 902.

(£) “Request” means a request by a loreign government for
the issuance of a Presidential proclamation,

(&) “Procceding” means a proceeding to issuc an interim
order extending protection 1o foreign nationals, domiciliaries
and sovercigi authorities under 17 U.S8.C, Chapter 9,

(M “Secretary” means Sceretary of Commerce,

[Added 53 FR 24447, June 29, 1988, cffective August 1, 1988]

§ 150.2 Initiation of ¢valuation

(a) The Commissioner independently or as directed by the
Sceretary, may mitiate an evaluation of the propricty of recom-
mending the issuanice, revision, suspension or revocation of a
section 902 proclamation,

() ‘The Commissioner shall initinte an evaluation of the
propriety of recommending the issuance ol a section 902 prog-
Tamation upon receipt of a request from a foreign government,

{Added 53 PR 24447, June 29, 1988, effective August 1, 1988]
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§ 150.3 Submission of requests

(2) Requests for the issuance of a section 902 proclamation
shall be submitted by foreign governments for review by the
Commissioner,

(b) Requests for issuance of a proclamation shalt include:

(1) A copy of the forcign taw or legal rulings that provide
protection for U.S. mask works waich provide a basis for the
request.

(2) A copy of any regulations or administrative orders
implementing the protection,

(3) A copy of any laws, regulations or administrative orders
cstablishing or regulating the registration (i any) of mask
works.

(4) Any other relevant laws, regulations or administrative
orders.

(5) All copics of laws, legal rulings, regulations or admin-
istrative orders submitted must be in unedited, full-text form,
and il possible, must be reproduced from the original document,

(6) All material submitted must be in the original language,
wid i not in English, must be accompanied by a certified
English transiation,

[Added 53 FR 24447, June 29, 1988, effective August 1, 1988}

§ 180.4 Fvaluation

(a) Upon submission of a request by a foreign government
for the issuance of a scetion Y02 proclamation, if an interim
order under section 914 has not bee issued, the Commissioner
may initiate a section 914 proceeding il additonal information
is required,

(O) If an interim order usnder section 914 has been issued, the
information obtained during the section 914 proceeding will be
used in evaluating the request for a section 902 proclamation,

(¢) After the Commissioner receives the regquest of a foreign
government lor a scction 902 proclamation, or alter a determi-
nation is made by the Commissioner to initiate independently an
cvaluation pursuant to § 150.2¢a} of this part, a notice will be
published in the Fuprral Recistir to request relevant and
material comments on the adequacy and effectiveness of the
protection alforded ULS. nusk works under the system of law
described in the notice. Comments should inchule detailed
cxplanations of any alleged defliciencies in the foreign law or
any alleged deficiencies in its implementation. If the alteged
deficiencics include problems in administration such as regis-
tration, the respondent should include as specifically as possible
full detailed explanations, including dates foe and the naturs of
any alleged problems, Comments shall be submitted to the
Conmmissioner within sixty (60) days of the publication ol the
FuprraL REQISTER notice.

() The Commissioner shall notify the Regisier of Copy-
rights and the Committee on the Judiciary of the Senate and the
House of Representatives of the initiation of an evaluation under
these regutations,

() If the written comments submitted by any party present
relevant and material reasons why a proclamation should not
issuc. The Commissioner will:

(1) Comtact the party raising the issue for verification and
any needed additional information;
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§ 150.5

(2) Contact the requesting forcign government to deter-
mine il the issues raiscd by the party can be resolved; and,
(i) If the issues arc resolved, continue with the evaluation;
or,
(ii) If the issues cannot be resolved on this basis, hold a
public hearing o gather additional information,
) (D) The comments, the section 902 request, information
obtained from a seetion 914 proceeding, if any, and information
obtaincd in a hearing held pursuant (o paragraph (¢)(ii) of this
scction, il any, will be evaluated by the Commissioner.

(g) The Commissioner will forward the information to the
Secretary, together with an evaluation and a draft recommenda-
tion.

(h) The Secretary wil! forward a recommendation regarding
the issuance of a section 902 proclamation o the President.

[Added 53 FR 24448, June 29, 1988, oflective August 1, 1988)
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§ 150.5 Duration of proclamation

(8) The recommendation for the issuance of a proclamation
may include terms and conditions regarding the duration of the
proclamation,

(b) Requests for the revision, suspension or revocation of a
proclamation may be submitted by any interested party. Re-
quests for revision, suspension or revocation of a proclamation
will be considered in substantially the same manner as requests
for the issuance of a scction 902 proclamation.

[Added 53 FR 24448, Junc 29, 1988, effective August 1, 1988]

§ 150.6 Mailing address

Requests and all correspondence pursuant to these guide-
lincs shall be addressed w: Commissioner of Patents and Trade-
marks, Box 4, Washington, D.C, 20231,

[Added 53 FR 24448, Junc 29, 1988, cffective August 1, 1988]
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