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Introduction [R-8]

»>This Chapter is limited to a discussion of the<* subjeci of

Festrictio

n ** and double patenting ** under UJ.5.C. Titlg 35 **

and the Rules of Practice »as it relates 10 national applications
filed under 35 U.S.C. 111, The discussion of wnity of invention
under the Patent Cooperation Treaty Articles and Rules ag it is
applicd as an International Scarching Authority, Intcraational
Preliminary Examining Authority and in applications entering
the national stage under 35 U.S.C. 371 as a Designated or
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8§02
Elected Office in the Patent and Teademark Office is covered in
Chapter 1800.<

8§02 Basis for Practice in Statute ** and

Rules [R-8]

The basis for restriction ** and double patenting practices is
found in the following statute ** and rules:

IS U.S.C. 121, Divisional applications.

If two or more independent and distinet inventions are claimed in
one application, the Commissioner may require the application to be
restricted 1o one of the inventions, If the other invention is made the
subject of a divisional application which complics with the require-
ments of section 120 of this title it shall be entitled to the benefit of the
filing date of the original application. A patent issuing on an applica-
tion with respect to which & requirement for restriction under this
section has been made, or on an application filed as o result of such o
requirement shall not be used as a reference cither in the Patent and
Trudemark Office or in the courts aguinst a divisional upplication or
agninst the originul application or any patent issued on either of them,
il the divisional application is filed before the issuance of the patent on
the other application. If a divisional spplication is dirceted solely to
subject matter described und claimed in the original application ns
filed, the Commissioner may dispense with signing and execution by
the inventor. The validity of a patent shall not be questioned for [nilure
of the Commissioner to require the application to be restricted to one
invention, **

37 CFR 1.141. Different inventions in one application.

(n) Two or more independent and distinet inventions®* nay not be
cliimed in one >national< application, except that more than one
species of an invention, not to exceed & reasonable number, may be
specifically claimed in different claims in one >national< application,
provided that application also includes an allowable claim genericto all
the claimed specics and all the cluims to species in excess of one are
written in dependent form (§ 1.75) or otherwise include all the Kmita-
tions of the generic claim,

(b) **Where claims to all three categories, product, process >of
muking< and >process of < use, are included >in @ national application,
u three way requirement for restriction can only be made where the
process of making is distinet from the product. If the process ol making
und the product are not distinet, the process of using may be joined with
the claims directed to the product and the process of making the product
even though ashowing of distinctness between the product and process
of using the product can be made.< **

37CFR 1.142. Requirement for restriction.

() If two or more independent and distinet inventions are claimed
in a single application, the examiner in his action shall require the
applicant in his response to that action to elect that invention to which
his claim shall be restricted, this official ction being called & require-
ment for restriction (also known as a requirement for division), Il the
distinciness and independence of the inventions be clear, such require-
ment will be made before any action on the merits; however, itimay be
made at any time before final action in the case, at the diseretion of the
examiner,

(b) Claims to the invention or inventions not elected, if 101
cunicelled, are nevertheless withdrawn from further consideration by
the examiner by the election, subject however to reinstatement in the
cvent the requirement for restriction is withdrawn or overruled.
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* >The pertinest Patest Cooperation Treaty (PCT) articles
and rules are cited and discussed in Chapter 1800, Sectioas
1868, 1898.02(h) and 1898.07(c) should be consultcd for dis-
cussions on uaity of invention (1) before the International
Searching Authority, (2) the International Preliminary Examin-
ing Authority and (3) the National Stage under 35 U.S.C. 371 <
802.01 Meaning of “Independent”™,
“Distinct” [R-8]

35U.8.C. 121 quoted in the preceding section states that the
Commissioner may require restriction if two or more “inde-
pendentand distinet” inventions are claimed inone application,
In 37 CFR 1.141 the statcment is made that two or more
“independent and distinct inventions” may not be claimed in
one application,

This raises the question of the subjects as between which the
Commissioner may require restriction. This ity tum depends on
the construction of the expression “independent and distinet”
inventions.

“Independent,” of course, means not dependent. If “dis-
tinct” mcans the same thing, then its use in the statate and in the
rule is redundant. 1€ “distinct” means something different, then
the question arises as to what the diflerence in meaning between
these two words may be. The hearings before the committees of
Congress considering the codification of the patent laws indi-
cate that 35 U.S.C. 121: “cnacts as law existing practice with
respect Lo division, at the same time introducing a number of
changes.”

The report on the hearings does not mention as a change that
is introduced, the subjects between which the Commissioner
may properly require division,

The term “independent” as alrcady pointed out, means not
dependent. A large number of subjects between which, prior to
the 1952 Act, division had been proper, are dependent subjects,
such, for cxample, as combination and a subcombination
thereof; as process and apparatus used in the practice of the
process; as compasition and the process in which the composi-
tion is used; as process and the product made by such process,
cte. If section 121 of the 1952 Act were intended 1o direct the
Commissioncr never to approve division between dependent
inventions, the word “independent™ would clearly have been
uscd alone, It the Commissioner has authority or discretion to
restrict independent inventions only, then restriction would be
improper as between dependent inventions, e.g., such as the
ones uscd for purpose of illustration above. Such was clearly,

however, not the intent of Congress, Nothing in the language of

the statute and nothing in the hearings of the commitiees
indicate any intent to change the substantive law on this subject.
On the contrary, joinder of the term “distinet” with the term
“independent”, indicates lack of such intent, The law has long
been established that dependent inventions ((requently termed
related inventions) such as used for illustration above may be
properly divided if they are, in fact “distinct” inventions, even
though dependent,

800 - 2




RESTRICTION IN APPLICATIONS FILED UNDER 35 U.S.C. 111: DOUBLE PATENTING

INDEPENDENT

The term “independent” (i.e., not dependent) means that
there is no diselosed relationship between the two or more
subjects disclosed, that is, they are unconnected in design,
operationoreffect, forexample, () species undera genus which
species are not usable together as disclosed or (2) process and
apparatus incapable of being used in practicing the process.

DISTINCT

The term “distinet” means that two or more subjects as dis-
closed are refated, for example as combination and part (sub-
combination) thereol, process and apparatus for its practice,
process and product made, cte., but are capable of separate
manufacture, use or sale as claimed, AND ARE PATENT-
ABLE (novel and unobvious) OVER EACH OTHER (though
they may cach be unpatentable beeause of the prior art). It will
be noted that in this definition the term “related™ is used as an
alternative for “dependent™ in referring (o subjects other than
independent subjeets.

It is further noted that the terms “independent™ and *“dis-
tinct” are used in decisions with varying meanings. All deci-
sions should be read carcfully to determine the meaning in-
tended,

802.02 Definition of Restriction

Restriction, a generic term, includes that practice ol requir-
ing an clection between distinet inventions, for example, clec-
tion between combination and subcombination inventions, and
the practice relating to an election between independent inven-
tions, for example, and ¢lection of species,

e

803 Restriction — When Proper  [R-8]

Underthe statute an application may properly ** be required
to be restricted to one of two of more claimed inventions only if
they are able to support scparaie patents and they are cither

If the scarch and examination of an entire application can be
made without serions burden, the examiner >must<** examine
it on the merits, even though itincludes claims to distinet or in-
dependent inventions.¥*

>CRITERIA FOR RESTRICTION BETWEEN
PATENTABLY DISTINCT INVENTIONS

There are twocriteria for a proper reguircment for restriction
hetween patentably distinet inventions:

(1) The inventions must be independent (see MPEP §§
R02.01, 806,04, 808.01) or distinct as claimed (sec MPEP §§
806.05-8006.05(1)); and

(2) There must be a serious burden on the ex.miner if
restriction is not required (see MPEP §§ 803,02, 806.04() - (§),
ROR.01(a) and 808.02).<

8OO -3

803.02
>GUIDELINES

Examiners must provide reasons and/or examples to support
conclusions, but need not cite documents to support the require-
ment in Most cases,

Where plural inventions are capable of being viewed as
related in two ways, both applicable criteria for distinctness
must be demonstrated to support a restriction requirement.

If there is an express admission that the claimed inventions
arc obvious over each other within the meaning of 35 U.S.C.
103, restriction should notbe required, In re Lee, 199 USPQ 108
(Deputy Asst. Commr. for Pats 1978).

For purposes of the initial requirement a serious burden oi
the examiner may be prima facie shown if the examiner shows
by appropriate explanation cither scparate classification, sepa-
rate status in the art, or a diffcrent ficld of scarch as defined in
MPEP § 808.02. That prima facie showing may be rcbutted by
appropriate showings or evidence by the applicant. Insofar as
the criteria for restriction practice relating o Markush-type
claims is concerned, the criteria is set forth in MPEP § 803.02,
Insofar as the criteria for restriction or clection practice relating
10 claims o genus-specics, sce MPEP §§ 806.04(a) - (j) and
MPEP § 808.01(a).<

803.01 Review by Primary Examiner

Since requirements for restriction under Title 35 U.S.C. 121
are discretionary with the Commissioncr, it becomes very im-
portant that the practice under this section be carcfully admini-
sicred. Notwithstanding the fact that this section of the statute
apparently protects the applicant against the dangers that previ-
ously might have resulted from compliance with an improper
requirement for restriction, 1T STILL REMAINS IMPOR-
TANT FROM THE STANDPOINT OF THE PUBLIC IN-
TEREST THAT NO REQUIREMENTS BE MADE WHICH
MIGHT RESULT IN THE ISSUANCE OF TWO PATENTS
FOR THE SAME INVENTION. Therefore, to guard against
this possibility, the primary cxaminer must personally review
and sign all final requircments for restriction,
>803.02

Restriction - Markush Claims

[R-8]
PRACTICE RE MARKUSH-TYPE CLAIMS

Since the decisions in In re Weber et al., 198 USPQ 328
(CCPA 1978); and In re Haas, 198 USPQ 334 (CCPA 1978) it

. is improper for the Office to refuse to examine that which

applicants regard as their invention, unless the subject matter in
a claim lacks unity of invention, In re Harnish, 631 F.2d 716,
206 USPQ 300 (CCPA 1980); Ex Parte Hozumi, 3 USPQ 2d
1059 (Bd. Pat. App. & Int. 1984). Broadly, unity of invention
exists where compounds included within a Markush group (1)
share a common utility and (2) sharc a substantial structural
feature disclosed as being essential (o that utility.

This subscction deals with Markush-type genceric claims
which include a plurality of altcrnatively usable substances or
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members. In most cases, a recitation by enumeration is used
because there is no appropriate or true generic language. In
many cases, the Markush-type claims include independent and
distinct inventions. This is true where two or more of the
members are so unrelated and diverse that a prior art reference
anticipating the claim with respect to one of the members would
not render the claim obvious under 35 U.S.C. 103 with respect
to the other member(s).

In applications containing claims of that nature, the exam-
iner may require a provisional ¢lection of a single specices prior
to examination on the merits. The provisional clection will be
given effect in the event that the Markush-type claim should be
found not allowable. Foliowing clection, the Markush-type
claim will be examined fully with respect to the elected species
and further to the extent negessary to determine patentability.
Should the Markush-type claim be found not allowable, cxami-
nation will be limited to the Markush-type claim and claims to
the clected species, with claims drawn to specics patentably
distinct from the elected species held withdrawn from further
consideration.

Asan cxample, in the case of an application with a Markush-
type claim drawn to the compound C-R, wherein R is a radical
sclected from the group consisting of A, B, C, D, and E, the
examiner may requirce a provisional election of a single specics,
CA, CB, CC, CD, or CE. The Markush-type claim would then
be examincd fully with respect to the clected specics and any
specics considered to be clearly unpatentable over the clected
specics. If on examination the clected species is found to be
anticipated or rendered obvious by prior art, the Markush-type
claim and claims to the ¢lected species shall be rejected, and
claimstothe non-clected specics would be held withdrawn from
further consideration. As in the prevailing practice, a second
action on the rejected claims would be made final.

On the other hand, should no prior art be found that antici-
pates or renders obvious the clected specics, the search of the
Markush-type claim will be extended. If prior art is then found
that anticipates or renders obvious the Markush-type claim with
respect to a non-elected species, the Markush-type claim shalt
be rejected and claims to the non-clected species held with-
drawn from further consideration. The prior art scarch, how-
cver, will notbeextended unnecessarily to coverall non-clected
species, Should applicant, in response to this rejection of the
Markush-type claim, overcome the rejection, as by amending
the Markush-type claim to exclude the specics anticipated or
rendered obvious by the prior art, the amended Markush-type
claim wilt be reexamined. The prior art scarch will be extended
10 the extent necessary to determine patertability of the Mar-
kush-type claim. In the cvent prior art is found during the
reexamination that anticipates or renders obvious the amended
Markush-type claim, the claim will be rcjected and the action
made final. Amendments submitted after the final rejection
further restricting the scope of the claim **>may be denicd
entry<,

If the members of the Markush group are sufficicntly few in

umber or so closcly related that a search and examination of the
rire claim can be made without serious burden, the examiner
must examine all claims on the merits, cven though they are
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directed to independent and distinct inventions. In such a case,
the examiner will not follow the above procedure and will not
require restriction.<

804 Definition of Double Patenting [R-8]

>Double patenting results when two or more patents are
granted containing conflicting claims, that is claims in each
patent that recite cither the same inventive concept or obvious
variations of thc same concept.<**

There are two types of double patenting rejections. One is
the “same invention” type double patenting rejection based on
35U.S.C, 101 which states in the singular that an inventor “may
obtain a patent.” This has been interpreted as meaning only one
patent. >A good test for double patenting under 35 U.S.C. 10}
is whether one of the claims could be literally infringed without
literally infringing the other. fn re Vogel, 164 USPQ 619 (CCPA
1970).<

The other type is the “obviousness” type double patenting
rejection which is a judicially created doctrine based on public
policy rather than statute and is primarily intended (o prevent
prolongation of *>the patent term< by prohibiting claims in a
sccond patent not patentably distinguishing from claims in a
fiest patent. In re White et al., 160 USPQ 417; In re Thoringion
et al., 163 USPQ 644 >and In re Vogel, 164 USPQ 619.

When two or more pending applications of (1) the same
inventive entity, (2) the same assignee, or (3) having at leastone
common inventor, contain conflicting claims which arc not pat-
entably distinct, a "provisional” double patenting rejection of
cither the same or obviousness-type should be made in cach
application. Such a rejection is "provisional” since the conflict-
ing claims arc not, as yet, patented, Ia re Wetterau, 143 USPQ
499 (CCPA 1966).

ONLY PROVISIONAL DOUBLE PATENTING
REJECTION IN ONE APPLICATION

The "provisional” double patenting rejection should con-
tinue to be made by the cxaminer in cach application as long as
there are conflicting claims in more than one application unless
that "provisional” double patenting rejection is the only rejec-
tion remaining in onc of the applications. If the "provisional”
double patenting rejection in one application is the only rejec-
tion remaining in that application, the examiner should then
withdraw that rcjection and permit the application to issue as a
patent, thereby converting the "provisional” double patenting
rejection in the other application(s) into a double patenting
rejection at the time the one application issucs as a patent.

ONLY PROVISIONAL DOUBLE PATENTING
REJECTION IN TWO APPLICATIONS

If the "provisional” double patenting rejections in both ap-
plication are the only rejections remaining in thosc applications,
the examiner should then withdraw that rejection in one of the
applications and permit the application to issue as a patent. The
examincer should mainiain the double patenting rejection in the
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other application as a "provisional” double patenting regection
which will be converted into a double patenting rejection when
the onc application issues as a patent,

Sce MPEP § 304 for conflicting applications, onc of which
is assigned, <. Note also >MPEP< §§ 804,01 and 804.02.

>Double patenting does not relate to international applica-
tions which have not yet entered the national stage in the United
States.

The term "double patenting” is properly applicable to cases
involving two or more applications and/or patents that have at
least one common inventor or thatare commonly owned. See 37
CFR 1.78(d) and MPEP § 804.02 for weatment of commonly
owned cases with different inventive entitics.<

Form paragraphs >7.04, 7.06 and 7.06.1 (scc MPEP §§
706.03(a) and 706.03(k)) may be used for statutory double pat-
enting rejections, and form paragraphs< 7.24 - 7.26.1 may be
uscd for obviousness-type double patenting >rejections<®.

§ 7.24 Rejection, Obviousness Double Patenting

Claim [ 1] rejected under the judicially created doctrine of obvious-
ness-type double patenting as being unpatentable overclaim [2] of U.S.
patent no. {3]. Although the conflicling claims are not identical, they
arc not patentably distinet from cach other becsuse [4).

Examiner Note: :

1. This paragraph is used for obviousness-type double patenting
rejections based upon a patent.

2. If the obviousness-type double patenting rejection is based on
another gpplication, do not use this paragraph. A provisional obvious-
ness-type double patenting rejection should be made using either form
paragraph 7.24.1 or 7.25.1.

3. This paragraph may be used where the conflicting invention is
claimed in a patent which is:

(a) by the same inventive entity, or

{b) by a different inventive entity and is commonly assigned,
or

(¢) not commonly assigned but has at least one inventor in
common., .

4, Form Paragraph 7.26 must follow one of paragraphs 7.24 -
7.25.1 and must be used only opge in an Office action.

5. In bracket 3, insert the number of the patent.

6.1fevidence s also of record to indicate that the conflicting patent
is prior art under 35 U.S.C. 102(f) or 102(g), a rejection should
additionaily be made under 162()/103 or 102(g)/ 103 using form
paragraph 7.21.

7. 1f the patent is 10 another inventive entity and has an earlier U.S.
filing date, a rejection under 35 U.S.C. 102(c) or 102(e)/103 may be
made using form paragraphs 7.15.1 or 7.21.1.

§i 7.24.1 Provisional Rejection, Obviousness Double Patenting

Claim [ 1] provisionally rejected under the judicially crested doc-
trine of obviousness-type double patenting as being unpatentable over
claim [2] of copending application serial no. [3]. Although the conflict-
ing claims are not identical, they are not patentably distinct from cach
other because [4).

This is a provisional obviousness-type double patenting rejection
because the conflicting claims have not in fact been pateniad,

Examiner Note:
1. This paragraph should be used when the conflicting claims are

in another copending application.
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2. If the conflicting claims are in a patent. do not use this form
paragraph. Use form paragraph 7.24.

3. This paragraph may be used where the conflicting claims are in
& copending application that is:

(a) by the same inventive entity, of

(b) by a different inventive entity and is commaonly assigned,
or

(c) not commonly assigned but has at least one inventor in
common.

4. Form Paragraph 7.26 must follow one of paragraphs 7.24 -
7.25.1 and must be used only gnge in an Office action.

5.1fthe conflicting application is currenily commonly assigned but
the file does not establish that the conflicting inventions were com-
monly owned at the time the later invention was made, form paragraph
.28 may be used in place of or in addition to this form paragraph to also
resolve any issucs relating w priority under 102(f) and/or (g).

6. In bracket 3, insert the number of the conflicting application.

7. A provisional double patenting rejection should also be made in
the other conflicting application.

8. If evidence is also of record to show that either application is
prior art unto the other under 35 U.S.C. 102(f) or 102(g), and the
copending application has pot been disqualified as prior art in a 103
rejection based on common ownership, a rejection should gdditionally
be made under 102(£)/103 or 102(g)/ 103 using form paragraph 7.21.

9. If the disclosure of one application may be used to support a
rejection of the other and the applications have different inventive
entities and different U.S. filing dates, use form paragraph 7.21.1 10
additionally make a 102(e)/103 rejection.

§ 7.25 Rejection, Obviousness Double Patenting, Reference

Claim [ 1] rejecied under the judicially created doctrine of obvious-
ness-type double patenting as being unpatentable overclaim [2] of U.S.
patent no. [3] in view of [4].

Exuminer Note:

1. This form paragraph is used for obviousness-type double patent-
ing rejections where the primary reference is a conflicting patent.

2. If the obviousness double patenting rejection is based on another
spplication, do not use this form paragraph. A provisional obvious-
ness-lype double patenting rejection should be made using either form
paragraph 7.24.1 or 7.25.1,

3. This paragraph may be used where the prior invention is claimed
in a patent which is:

(a) by the same inventive entity, or

(b} by a different inventive entity and is commonly assigned,
or

(c) not commonly assigned but has at least one inventor in
common.

4. Form Paragraph 7.26 must follow one of paragraphs 7.24 -
7.25.1 and must be used only gnee in an Office action.

5. In bracket 3, insert the number of the conflicting patent.

6. In bracket 4, insert the sccondary reference.

7. An explanation of the obviousness-type double patenting rejec-
tion must follow this paragraph.

8. If evidence is also of record to show that the conflicting paient
is prior art under 102() or 102(g), a rejection should gdgditionally be
made under 102(€)/103 or 102(g)/ 103 using form paragraph 7.21.

9. If the patent issued to a different inventive cntity and has an
carlier U.S, filing date, a rejection under 35 U.S.C. 102(e) or 102(cy
103 may be made using form paragraphs 7.15 or 7.21,

§ 7.25.1 Provisional Rejection, Obviousness-type Double Pateniing
Rejection
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Claim ] provisionasily rejected under the judicially created doc-
trine of ohviousness-type double patenting as being unpatentable over
cluim |2) of copending application serial no. (3] in view of |4,

This is « provisionnd obvicusness-type double patenting rejection,

Examiner Note:

1. This paragraph is used for obviousness-type double patenting
rejections where the primary reference is a conflicting application,

2. If the conflicting claims are in & patent, do not use this form
puragraph., Use form paragraph 7.25,

3. This paragraph may be used where the conflicting claims are in
a copending application that is:

() by the same inventive enlity, or

(b) by a different inventive entity and is commonly assigned,
or

(c) not commonly assigned but has at least one inventor in
common,

4. Form Paragraph 7.26 must follow one of paragraphs 7.24 -
7.25.1 nnd must be used only onee in an Office action.

S. I the conflicting cases are currently commonly assigned but the
file does not establish that the conflicting inventions were commonly
owned at the time the later invention was made, form paragraph 8.28
may be used in place of or in addition to this form paragraph to also
resolve any issues of priority of invention under 102(f) and/or (g).

6. In bracket 3, insert the number of the conflicting application.

7. An explanation of the obviousness-type double patenting rejec-
tion must follow this paragraph.

8. A provisional obviousness-type double patenting rejection
should also be made in 1he other conflicting applieation,

9. If evidence is also of record to show that either application is
prior art unto the other under 35 U.S.C. 102(f) or 102(g), und the
copending application has pot been disqualified as prior art in a 103
rejection based on common ownership, a rejection should gdditionally
be made under 102(0)/103 or 102(g)/ 103 using lorm paragraph 7.21.

10, If the djsclosure of one application may be used Lo support a
rejection of the other and the applications have different inventive
entitics and different U.S. filing dates, use form paragraph 7.21.1 to
additionally make a 102(e)/103 rejection,

§ 7.26 Obviousness-type Double Patenting, Basis

The obviousness-type double patenting rejection is a judicially es-
thlished doctrine based upon public policy and is primarily intended
to prevent prolongation of the patent term by prohibiting claims in a
second patent not patentably distinet from clnims in a first patent. Inre
Vogel, 164 USPQ 619 (CCPA 1970). A timely filed terminal dis-
claimerincomplimce with37 CFR 1.321(b) would overcome an actual
or provisional rejection on this ground provided the conflicting appli-
cation or patent is shown 10 be commonly owned with this application,
Sce 37 CFR 1.78(d).
Fxaminer Note:

This paragraph must be nsed only onge in an Office action and must
follow one of form Paragraphs 7.24 - 7.25.1,

The Court of Customs and Patent Appeals has held that a
terminal disclaimer is incffective **>for the "same invention”
type double patenting situation<, where itis atiempted to twice
claim the same invention, However, the “obviousness™ type
double patenting rejection may be obviated by a terminal
disclaimer.**>Such adisclnimer is required in cach application
since the Office cannot casure which application will issue
first.<
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The inventive entity is the sole inventor or the joint inveniors
listed on & patent or patent application, A sole inventor in one
application and joint inventors in another application cannot
constitute a single or the same inventive eatity, even if the sole
inventor is one of the joint inventors, Likewise, two seis of joint
inventors do not constitute a single inventive entity if any
individual inventor is included in one set who is not also
included in the other set.

804.01 Nullification of Double Patenting
Rejection  [R-8]

35U.S.C. 121, third sentence, provides that where the Office
reduires restriction ** | the patent of cither the parent or any
divisional application thercof conforming to the requirement
cannot be used as a reference against the other. This apparent
nullification of double patenting as a ground of rejection or
invalidity in such cases imposes a heavy burden on the Office to
guard against erroncous requirements for restriction where the
claims define essentially the same inventions in different lan-
guage and which, if acquicsced in, might result in the issuance
of several patents for the same invention,**

A, SITUATIONS WHERE THE DOUBLE PATENTING
PROTECTION UNDER 35 U.S.C. 121 DOES NOT APPLY

(a) The applicant voluntarily files two or more cases without
requirement by the examiner.,

(b) The claims of the different applications or patents arc not
consonant with the requirement made by the examiner, due o
the fact that the claims have been changed in material respects
from the claims at the time the requirement was made.

(¢) The requircment was written in a manner which made it
clear to applicant that the requirement was made subject to the
non allowance of generic or other linking claims and such
linking claims are subscquently allowed. Therefore, if a generic
orlinking claim is subscquently allowed, the restriction require-
ment should be removed.

(d) The requirement for restriction (holding of lack of unity
of invention) was only made in an internationat application >by
the International Scarching Authority or ihe International Pre-
liminary Examining Authority<.

B. SITUATIONS WHERE THE DOUBLE PATENTING
PROTECTION UNDER 35 U.S.C. 121 APPARENTLY
APPLIES

It is considered that the prohibition against holdings of
double patenting applics to requirements for restriction between
the related subjects treated in >MPEP< §§ 806.04 through
806.05(i), namely, between combination and subcombination
thereof, beiween subcombinations disclosed as usabic together,
between proeess and apparatus for its practice, between process
and product made by such process and betweer: apparatus and
product made by such apparatus, cte., so long as the claims in
each case >are< filed as a result of such requirement *®.
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804.02 Terminal Disciaimer Avoiding
Double Patenting Rejection [R-8]

If two or more cases are filed by a single inventive entity >,
a common inventor, and/or are comonly owned<, and ** by
rcason >for example,< of the filing of one or more terminal
disclaimers >and there is & covenant against dual ownershipe,
two or mor¢ patents may properly be granted, provided the
claims of the different cases are not drawn to the same invention
as defined for double patenting purposes (/n re Knohl, 155
USPQ 586; In re Griswold, 150 USPQ 804; In re Vogel and
Vogel, 164 USPQ 619).

The Patent and Trademark Office cannot ensure that two or
more cascs ** will have a common issue date. Applicants arc
cautioned that reliance upon a common issuc date cannot
cffectively substitute for the filing of one or more terminal
disclaimers in order to overcome a proper double patenting
rejection, particularly since acommon issue date alone does not
avoid the potential problem of dual ownership ol patents to
patentably indistinct inventions,

Claims that dilfer from cach other (aside from minor differ-
cnces in language, punctuation, ete.), whether or not the differ-
ence is obvious, are not considered to be drawn to the same
invention for double patenting purposes >under 35 U.S.C.
101<. In cases where the difference in claims is obvious,
tenmingl disclaimers are cffective 10 overcome rejections on
double patenting, However, such terminal disclaimers must
include a provision that the patent shall be unenforceable if it
ceases to be commonly owned with the other application or
patent, Note 37 CFR 1.321(b).

>Sce MPEP § 1490 for wording for a terminal disclaimer, In
drafting the terminal disclaimer, consideration should be given
to the effect on the expiration date of one patent if a maintenance
fee is not paid on the other patent.<

Where there is no difference »in the claims<, the inventions

arc the same and a terminal disclaimer is inclfective,
>It should be emphasized thata terminal disclaimer cannot
be used 1o overcome a rejection under 35 U.S.C. 102(¢)/103.<

37 CFR 1.321 Stamory disclaimer
W e oo e

(b) A terminal disclaimer, when filed in an application 10 obviate
a double patenting rejection, must be accompanied by the fee set forth
in § 1.20(d) and include a provision that any patent granted on that
application ghall be enforceable only {or and during such period that
said patent is conunonly owned with the application or patent which
formed the basis for the rejection,

» 37 CER 178 Claiming benefit of earlicr filing date and cross
references to other applications.
Bk

() Where wn application claims an invention which is not patenta.
hly distinct from an invention claimed in a commonly owned patent
with the same or a different inventive entity, a double patenting
rejection will be made in the application, An obviousness-tyve double
patenting rejection may be obviated by filing a termingl disclaimer in
accordmmce with § 1.321(D), <%
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804.03 >Treatment of Conflicting Claims
ine ** Commonly Owned Cases of
Different Inventive kEntities [R-8]

J7CEFR 1.78Claiming benefitof earlier filing date and cross references
to other applications.
LA 2 1 0

(c) Where two or more applications, or an application and a patent
naming different inventors and owned by the same party contain
conflicting claims, >and there is no statement of record indicating that
the claimed inventions were commonly owned or subject 1o an obliga-
tion of assignment to the same person at the time the later invention was
made, the assignee may be called upon to state whether the claimed
inventions were commonly owned or subject to an obligation of
agsignment to the same person at the time the later invention was made,
and if not, indicate< ** which named inventor is the prior inventor. In
addition 10 making said statement, the assignee may also explain why
an interference should >or should not< be declared*®,

>(d) Where an application claims an invention which is not
patentably distinct {rom an invention claimed in a commonly owned
patent with the same or a differemt inventive entity, a double patenting
rejection will be made in the application. An obviousness-type donble
patenting rejection may be obviated by filing a terminal disclaimer in
accordumnee with § 1.321(b).<

In view of 35 U.S.C. 135, it is >normally< necessary to de-
termine priority of invention whenever two diff{erent inventive
entitics are claiming a single inventive concept, including
variations of the same concept cach of which would be obvious
in view of the other, **

>PRIORITY DETERMINATION NOT REQUIRED
FOR INVENTIONS MEETING THE PROVISIONS OF
THE SECOND PARAGRAPH OF 35 U.S.C. 103.

A determination of priority is not required when two inven-
tions come within the provisions of the second paragraph of 35
U.5.C. 103, Two inventions of different inventive entitics come

* within the provisions of the second paragraph of 35 U.S.C. 103

when (1) the later invention is not anticipated by the carlicr
invention under 35 U.S.C. 102; (2) the carlier invention quali-
fics as prior artagainst the later invention only under subsection
(fyor () of 35 U.5.C. 102 ; and (3) the inventions were, at the
time the later invention was made, owaced by the same person or
subject to an obligation of assignment to the same person. 1f the
two inventions come within the provisions of the second para-
graph of 35 U.S.C. 103, it is not nccessary to determine priority
of invention since the carlier invention is disqualified as prior art
against the later invention and since the prohibitions against -
double patenting can be used to ensure that the patent terms
cxpire together. In sitvations where the inventions of different
inventive entitics come within the provisions of the second
paragraph of 35 U.S.C. 103 by virtuc of mceting the require-
ments set forth above, any conflicling claims of different inven-
tive entitics should be rejected under the judicially created
doctrine of "obviousness-type” double patenting. Sce MPEP §
804. In circumstances where the inventions of different inven-
tive entitics come within the provisions of the second paragraph
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of 35 U.S.C. 103, no inquiry under 37 CFR 1,78(¢) should be
made since it is unnecessary 1o determine the prior inventor,

PRIORITY DETERMINATION REQUIRED FOR
INVENTIONS NOT MEETING THE PROVISIONS OF
THE SECOND PARAGRAPH OF 35 U.S.C. 103

If the inventions of different inventive entitics do not come
within the provisions of the second paragraphof 35 U.S.C. 103,
or there is no evidence that they do, but are owned by the same
party andcontain conflicting claims, it is necessary to determine
the prior inventor uniess the conflicting claims by all but one
inventive entity are climinated,

If the conflicting claims of the different inventive ealitics are
contained in an application and a patent having an carlicr
cffective filing date than the application, the application should
be rejected utilizing the patent under 35 U.S.C. 102 and/or 103
and also on the grounds of double patenting.

If the conflicting claims of commonly owned inventions of
diflcrent inventive entitics are contained in two applications or
an application and & patent having a later effective filing date
than the application, the provisions of 37 CER 1.78(c) should be
relied upon if the inventions do not come within the provisions
of the second paragraphof 35 U.S.C. 103. Thiscouldoccurif the
subject matter of one invention would anticipate the subject
matter of the other, if earlicr. This could also occur if the subject
mattcr of onc invention would be obvious in view of the subject
matter of the other, if earlicr, and there is no statciment of record
that the claimed inventions were commonly owned or subject 10
an obligation of assignment to the same person at the time the
latcr invention was made. If the earlier invention of a different
inventive entity has not been shown to be disqualified as prior
art to the later commonly owned invention under the second
paragraphof 35 U.S.C. 103 and the inventions are claimed in (1)
different applications, or (2) an application and a patent having
a later cffective filing date than the application, the examiner
should call upon the assignee to (a) state whether the claimed
inventions were commonly owned or subject 1o an obligation of
assignment to the same person at the time the later invention was
made, and, il not, (b) indicatc which inventive entity is the prior
inventor. In making the requirement, the examiner must pro-
vided a proper foundation for the basic requirement under 37
CFR 1.78(c) that the claims to the inventions are conflicting,
i.c., the "two different inventive entitics arc claiming a single
inventive concept, including variations of the same concept
cach of which would be obvious in view of the ather.” [n re
Rekers, 203 USPQ 1034 (Commr. Pats. 1979). In responding to
the examiner's requircment, the responsc must comply there-
with, but may also cxplain why an interference should or should
not be declared. If the response does not comply with the re-
quircment, the application will be held abandoned. In some
suuations the application file wrappers may reflect which in-
vention is the prior invention, ¢.g., by reciting that one inveniion
is an improvement of the other invention, Sec Margolis et af v.
Banner, 202 USPQ 365 (CCPA 1979), wherein the Count
refused to uphold a holding of abandonment for faihure 10 name
the prior inventor since the record showed what was invented by
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the different inventive entities and who was the prio: imventor,
If one application has an carlier effective filing date than the
other application, a provisional rejection under 35 US.C,
102(e) or 102(c)/103 would be approprinie. Sce MPEP §
706,02, In circumstances where the assignee is called upon to
make astatcinent under the provisions of 37 CFR 1.78(c)and 35
U.S.C. 132, a double patenting rejection should also be made in
the application(s) having the conflicting claims. A tcrminal dis-
claimer can have no effect on otker than the double patenting
rejection in circumstances where the rejection is one based upon
35 US.C. 102 0r 103,

DOUBLE PATENTING IN COMMONLY OWNED
CASES OF DIFFERENT INVENTIVE ENTITIES

The Patent and Trademark Office has withdrawn the
Commissioner’s Notice of January 9, 1967, “Doublc Patent-
ing”, 834 0.G. 1615 Jan. 31, 1967), to the extent that it does hot
authorize a double patenting rejection where different inventive
cntitics arc present. The examiner may reject claims in com-
monly owned applications of different inventive entitics on the
ground of double patenting. This is in accordance with cxisting
case law and prevents an organization from obtaining two or
morc patents with different expiration dates covering nearly
identical subject matter. Sec In re Zickendraht, 319 F.2d 225,
138 USPQ 22 (CCPA 1963)

("The doctrine is well established that claims in different ap-
plications need be more than merely different in form or
content; and that patentable distinction must exist to entitle
applicants to a second patent’™)

and In re Christensen, 330 F.2d 652, 141 USPQ 295 (CCPA
1964)

(**--- the correct procedure for double patenting cases is to

analyze the clams to detennine the inventions defined therein,

and then decide whether such inventions, as claimed are pat-

cntably distinct and therefore qualified 1o be claimed in sepa-

rate patents).

In accordance with established patent law doctrines, double
patenting rejections can be overcome in certain circumstances
by disclaiming, pursuant to the existing provisions of 37 CFR
1.321, the terminal portion of the term of the later patent and
including in the disclaimer a provision that the patent shall be
cnforceable only for and during the period the patent is com-
monly owned with the application or patent which formed the
basis for the rejection, thereby climinating the problem of
cxtending patent life.<**

An application in which a requircment to name the prior
inventor has been made will not be held abandoned where a
timely response indicates that the other application is aban-
doned or will be permitied to become abandoned >and will not
be filed as a continuing application<, Such a response will be
considered sufficient since it renders the requirement (o identify
the prior inventor moot because the existence of conflicting
claims is climinated.

If after taking out & patent, a common assignee presents
claims for the first time in a copending application >by different
inventive entitics< not patentably distinct from theclaims in the
patent, the claims of the application should be rejected on the
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ground that the assignee, by taking out the patent at a time when
the application was not claiming the patented invention, is
estopped to contend that the patentee is not the prior inventor, >
This rejection could be overcome if the requirements of the
sccond paragraph of 35 U.S.C. 103 arc met. The claims in the
copending application should also be rejected on the ground of
double patenting, If the patent has an carlier filing date than the
copending application, a rejection under 35 U.S.C. 102(c) or
102(c)/103 would also be appropriate.<**

Before making the requirement >to state the prior inventor
under 37 CFR 1.78(c) and 35 U.S.C. 132<, with its threat to hold
the case abandoned if the statement is not made by >the<
assignee, the examiner must make sure that claims are present
in cach case >which arc conflicting as defined in MPEP §
804k, :

Form paragraph 8.27 or 8.28 may b¢ used to make arequire-
ment under 37 CFR 1.78(c).

{ 8.27 Differens Inventors, Common Assignee, Same Invention
Claim [1] directed to the same invention as that of claim {2] of
commonly assigned [3]. The issue of priority under 35 U.S.C. 102(g)
and possibly 35 U.S.C. 102(f) of this single invention must be resolved.
Since the Patent and Trademark Office normally will not institute
an interference between applications or a patent and an application of
common ownership (see M.P.E.P. 2302), the assignee is required to
state which entity is the prior inventor of the conflicting subject matter.
A terminal disclaimer has no effect in this situation since the basis for
refusing more than one patent is priority of invention under 35 U.S.C.
102(f) or (g) and not an extension of manopoly.
Failure to comply with this requirement will result in a holding of
abandonment of the application,

Exsminer Note:

1. In bracket 3, insert the U.S. patent number or the copending
application serial number.

2. The claims listed in brackets 1 and 2, must be for the same
invention. If one invention is obvious in view of the other, do not use
this paragraph; sce form paragraph 8.28.

3. A provisional or actual statutory double patenting rejection may
also be made using paragraphs 7.06 or 7.06.1.

4. If the commonly assigned application or patent has an carlier
U.S. filing date, a rejection under 35 U.S.C. 102(c) may also be made
using form paragraph 7.15.1 or 7.15.

§ 8.28 Different inventors, CommonAssignee, Obvious Inventions, No
Evidence of Common ownership at time of invention

Claim [1] directed to an invention not patentably distinet from
claim {2} of commonly assigned [3].

Specifically.|4]

Examiner Note:

1. This paragraph should be used when the application being
examined is commonly assigned with a conflicting application or a
patent but there is no indication that they were commonly assigned at
the time the invention was actually made.

2. Ifthe conflicting claims are in a patent with an carlier U.S. filing
date, make a rejection under 35 U.S.C. 102(e)/103 using paragraph
7.21 in addition to this paragraph.

3. Il the conflicting claims are in acommonly-assigned, copending
application with an carlier filing date, make a provisional 102(e)/103
rejection of the claims using paragraph 7.20 and 7.21.1 in addition to
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this paragreph.
4. In bracket 3, insert the nuiber of the conflicting patent or
application.

5. Anobviousness double patenting rejectionmay also beincluded
in the action using paragraphs 7.24 - 7.26.

6. In bracket 4, explain why the claims in the conflicting cases are
not considered to be distinct,

7. Form paragraph 8.28.1 MUST follow the use of this paregraph.

§ 8.28.1 Advisory Information Relating to Paragraph 8.28

Commonly assigned { 1], discussed above, would form the basis for
a rejection of the noted claims under 35 U.S.C. 103 if the commonly
assigned case qualifies as prior artunder 35 U.S.C, 102(f) or (g) and the
conflicting inventions were not commonly owned at the time the
invention in this application was made. In order for the examiner to
resolve this issue, the assignee is required under 37 CFR 1.78(c) and 35
U.S.C. 132 to cither show that the conflicting inventions were com-
monly owned at the time the invention in this application was made or
to name the prior inventor of the conflicting subject matter. Failure to
comply with this requirement will result in a holding of abandonment
of the application.

A showing that the inventions were commonly owned at the time
the invention in this application was made will preclude a rejection
under 35 U.S.C. 103 based upon the commonly assigned case as &
reference under 35 U.S.C. 102(f) or (g).

Examiner Note:
This form paragraph should follow paragraph 8.28 and should only
be used once in an Office Action.<

804.04 Submission to Group Director
[R-8]

In order to promote uniform practice, every action contain-
ing a rejection on the ground of double patenting of either a
parent or a divisional case (where the divisional case was filed
because of a requirement to restrict by the examiner under 35
U.S.C. 121, including a requirement to clect species, made by
the Office) must be submitted to the group director for approval
prior to mailing, When the rejection on the ground of double
patenting is disapproved, it shall not be mailed but other appro-
priate action shall be taken. Note >MPEP< § 1003, item 4.
805 Effect of Improper Joinder in Patent

35 U.S.C. 121, last sentence provides: “The validity of a
patent shatl not be questioned for failure of the Commissioner
to require the application to be restricted o one invention,” In
other words under this statute, no patent can be held void for
improper joinder of inventions claimed thercin,

806 Determination of Distinctness or

Independence of Claimed Inventions
[R-8]

The general principles relating to distinctness or independ-
cnce may be summarized as follows:

1. Where inventions are independent (i.c., no disclosed re-
lation therebetween), restriction to one thereof is ordinarily
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proper, >MPEP< §§ 806.04-806.04(j), though a reasonable
number of species may be claimed when there is an allowed
(novel and unobvious) claim generic thereto, 37 CFR 1,141,
>MPEP< §§ 809,02-809.02(¢).

2. Where inventions are related as disclosed but are distinct
as claimed, restriction may be proper.,

3. Where inventions arc related as disclosed but are not
distinct as claimed, restriction is never proper. Since, if restric-
tion is required by the Office double patenting cannot be held,
it is imperative the requirement should never be made where
related inventions as claimed are not distinct. For (2) and (3) see
>MPEP< §§ 806.05-806.05(1)) and 809.03. >Sec MPEP §
802.01 for criteria for patentably distinct inventions.<

806.01 Compare Claimed Subject Matter

In passing upon questions of double patenting and restric-
tion, it is the claimed subject matter that is considered and such
claimed subject matter must be compared in order to determine
the question of distinciness or independence.

806.02 Patentability Over the Prior Art

Not Considered

For the purpose of a decision on the question of restriction,
and for this purpose only, the claims are ordinarily assumed to
be in proper form and patentable (novel and unobvious) over the
prior art,

This assumption, of coursc, is not continued after the ques-
tion of restriction is scttled and the question of patentability of
the several claims in view of prior art is taken up.

806.03 Single Embodiment, Claims
Defining Same Essential Features
[R-8]

Where the claims of an application define the same essential
characteristics of a single disclosed embodiment of an inven-
tion, resiriction therebetween should never be required. This is
because the claims are but diflerent definitions of the same
discloscd subject matter, varying in breadth or scope of defini-
tion,

Where such claims appear in different applications option-
ally filed by the same inventor, disclosing the same embodi-
ments, see >MPEP< §§ 804-804.02.

806.04 Independent Inventions

If it can be shown that the two or imore inventions arc in fact
independent, applicant should be required to restrict the claims
presented to but one of such independent inventions. For ex-
ample:

1. Two different combinations, not discloscd as capable of
use together, having different modes of operation, different
functions or dilferent offects are independent. An article of
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apparel such as a shoe, and a locomotive bearing would be an
example, A process of painting a house and a process of boring
a well would be a sccond example.

2. Where the two inventions are process and apparatus, and
the apparatus cannot be used to practice the process or any part
thereof, they are independent. A specific process of molding is
independent from a molding apparatus which cannot be used to
practice the specific process.

3. Where species under a genus are independent, for ex-
ample, a genus of paper clips having species differing in the
manner in which a section of the wire is formed in order to
achicve a greater increase in its holding power.

SPECIES ARE TREATED EXTENSIVELY IN THE
FOLL.OWING SECTIONS

806.04(a) Species — Genus

The statute (35 U.S.C. 121) lays down the generai rule that
restriction may be required to one of two or more independent
inventions, 37 CFR 1.141 makes an exception to this, providing
that a rcasonable number of species may be claimed in one
application if the other conditions of the rule are met.

806.04(b) Species May Be Related

Inventions {R-8]

Species, while usually independent may be related under the
particular disclosure. Where inventions as disclosed and
claimed are both (a) species under a claimed genus and (b)
rclated, then the question of restriction must be determined by
both the practice applicable to election of species and the
practice applicable to other types of restrictions such as those

covered in >MPEP< §§ 806.05-806.05(). If restriction is im-

proper undcr either practice, it should not be required.

For example, two diflferent subcombinations usable with
each other may each be a specics of some common generic
invention, In ex parte Healy, 1898 C.D. 157, 84 O.G. 1281, a
clamp for a handle bar stem and a specifically different clamp
for a seat post both usable together on a bicycle were claimed.
In his decision, the Commissioner considered both the restric-
tion practice under clection of species and the practice appli-
cable to restriction between combination and subcombinations.

As a further example, species of carbon compounds may be
related to each other as intermediate and final product. Thus
these specics are not independent and in order io sustain a
restriction requirement, distinctness must be shown, Distinct-
ness is proven if it can be shown that the intermediate product
is usclul other than 1o make the final product. Otherwise, the
disclosed relationship would preclude their being issued in
scparate patents.

Fori Paragraph 8.14 may be used in intermediate — final
product restriction requircments,

¥ 8.14 Imtermediate — Final Product
Exuminer Note:
Following is shown an Intermediate — Final Product situation.
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Inventions [ 1] and {2] are related as mutually exclusive species in
intermediate-final product relationship, Distinciness is proven for
claims in this relationship if the intermediate product is useful to make
other than the final product (MPEP section 806.04(b), 3rd paragraph),
and the species are patentably distinet (MPEP section 806.04(h)).

In this instant case, the intermediate product is deemed to be useful
as [3] and the inventions are deemed patentably distinet since there is
nothing on this record to show them to be obvious variants. Should
applicant traverse on the ground that the species are not paentably
distinct, applicant should submit evidence or identify such evidence
now of record showing the species to be obvious variants or clearly
admit on the record that this is the case. In cither instance, if the
examiner finds onc of the inventions anticipated by the prior art, the
cvidence or admission may be uscd in a rejection under 35 U.S.C. 103
of the other invention,

>The intermediate and final product must have a mutually
exclusive species relationship and as with all species restric-
tions, must be patentably distinct.

Typically, the intermediate loses its identity in the final
product.

Additionally, the interimediate must be shown to be useful to
make other than the final product. The examiner must give an
example of an alternative usc but need not provide documenta-
tion. Applicant then has the burden to prove or provide a
convincing argument that the intermediate does not have the
suggested use.<

806.04(c) Subcombination Not Generic
to Combination [R-8]

The situation is frequently presented where two different
combinations are disclosed, having a subcombination common
to each. I is frequently puzzling to determine whether a claim
rcadabic on two dilferent combinations is gencric thereio,

This was carly recognized in Ex parte Smith, 1888 C.D. 131,
44 0.G.1183, where it was held that a subcombination was not
generic to the different combinations in which it was used.

Toexemplily, aclaim that defines only the subcombination,
c.g., the mechanical structure of a joint, is nota generic or genus
claim to two forms of a combination, ¢.g., two diffcrent forms
of a doughnut cooker cach of which utilize the same form of
joint.

806.04(d) Definition of a Generic Claim

[R-8]

In an application presenting three species illustrated, for ex-
ample, inFigures 1,2 and 3 respectively, a generic claim should
read on cach of these views; but the fact thata claim does so read
is notconclusive thatit is generic, [tmay definc only an cicment
or subcombination common to the several species.

Itisnot possible to define a generic claim with that precision
existing in the case of a geometrical term. In general, 2 gencric
claim should include no material clement additional to those
recited in the species claims, and must comprehend within its
confines the organization covered in cach of the species.
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For the purpose of oblaining claims 0 more than one species
in the same case, the generic claim cannot include limitations
not present in cach of the added species claims. Otherwise
stated, the claims to the species which can be included in a case
in addition {o a single specics must contain all the limitations of
the generic claim,

Once aclaim that is determined to be generic is allowed, ail
of the claims drawn to species in addition to the clected specics
which include all the limitations of the generic claim will
ordinarily be obviously allowable in view of the allowance of
the generic claim, since the additional species will depend
thercon or otherwisce include all of the limitations thereof.

When all or some of the claims dirccted to one of the species
in addition to the clected specics do not include all the limita-
tions of the generic claim, then that species cannot be claimed
in the samc casc with the other specics, see >MPEP< §
809.02(c)(2).

806.04(e) Claims Restricted to Species

[R-8]

Claims arc definitions of inventions. Claims are never
species. Claims may be restricted to a single disclosed ecmbodi-
ment (i.c. a single species, and thus be designated a specific
species claim), or a claim may include two or more of the
disclosed cmbodiments within the breadth and scope of defini-
tion (and thus be designated a generic or genus claim).

Species are always the specifically different embodiments.

Specics arc usually but not always independent as disclosed
(scc >MPEP< § 806.04(b)) since there is usually no disclosure
of relationship thercbetween. The fact that a genus for two
different embodiments is capable of being conceived and de-
fined, does not affect the independence of the embodiments,
where the case under consideration contains no disclosure of
any commonality of operation, function or effect.

806.04(0) Claims Restricted to Species,

by Mutually Exclusive
Characteristics

Claims to be restricted to different species must be mutually
cxclusive. The gencral test as to when claims are restricted
respectively to different species is the fact that one claim recites
limitations which under the disclosurc arc found in a first
specics but not in a sccond, while a sccond claim recites
limitations disclosed only for the second species and not the
first. This is frequently cxpressed by saying that claims to be
restricted to different specices, must recite the mutually exclu-
sive characteristics of such specics.

806.04(h)  Species Must Be Patentably
Distinct From Each Other and

From Genus [R-8]

Where an applicant files a divisional application claiming a
specics previously claimed but nonelected in the parent case,
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pursuant o and consonant with a requirement to restrict, there
should be no determination of whether or not the species
claimed in the divisional application is patentable over the
species retained in the parent case since such a determination
was made before the requirement to restrict was made.,

In a national application containing claims dirccted to more
than a rcasonable number of species, the examiner should not
requiire restriction {o a reasonable number of species unless he
>or she< is satisfied that he >or she< would be prepared to allow
claims to cach of the ciaimed species over the parent case, if
presented in a divisional application filed according to the
requirement. Restriction should not be required if the species
claimed arc considered clearly unpatentable over cach other.

In making a requirement for restriction in an application
claiming plural specics, the examiner should group together
species considered clearly unpatcntable over each other, with
the statcment that restriction as between those species is not
required.

Where gencric claims arc allowed in a national application,
applicant may claim in the same application additional species
as provided by 37 CFR 1.141, As to these, the patentable
distinction between the specics or between the specics and
genus is not rigorously investigated, since they will issuc in the
same patent. However, the practice staled in >SMPEP< §
706.03 (k) may be foliowed if the claims differ from the allowed
genus only by subject matter that can be shown by citation of
prior art.

Where, however, an applicant optionally files another na-
tional application with claims to a different specices, or for a
specices disclosed but not claimed in a parent case as filed and
first acted upon by the examincr, there should be close investi-
gation 10 determine the presence or absence of paicntable
difference. Sce >MPEP< §§ 804.01 and 804.02.

806.04(G) Generic Claims ** Presented

for First Time After Issue of
Species [R- 8]

>The Patent and Trademark Office no longer foliows the
practice of prohibiting the allowance of gencric claims that are
presented for the first time after the issuance of a copending
application claiming plural specics. Instead the Office may
reject the generic claims on the grounds of gbviousness-type
double patenting. Applicant may overcome such a rejection by
filing a terminal disclaimer. Sce In re Braithwaite, 154 USPQ
38 (CCPA 1967).<¥*

Generic Claims in One Patent
Only [R-8]

806.04(j)

Generic cleims covering two or more specics which are
separatcly claimed in two or more patenis to the same *> inven-
tive entity, a common inventor, and/or common assignec< $-
sucd on copending applications must all be present in a single
one of the patents. If present in two or more patents, the generic
claims in the later patents are void. Thus gencric claims in an ap-
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plication should be rejected on the ground of double patenting
#u50f cither the statutory or obviousness-type in view of the
generic claims of the patent. Sce In re Braithwaite, 154 USPQ
3.«

806.05 Related Inventions

Wheretwo or more related inventions are being claimed, the
principal question o be determined in connection with a re-
quircment 10 restrict or a rejection on the ground of double
patenting is whether or not the inventions as claimed are
distinct. If they are distinct, restriction may be proper. If they arc
not distinct, restriction is never proper. If non-distinct inven-
tions are claimed in scparate applications or patents, double
patenting must be held, except where the additional applications
were {iled consonant with a requirement to restrict in a national
application,

The various pairs of related inventions are noted in the
following sections.

806.05(a) Combination ** and Subcom-

bination or Element [R-8)]

A combination ** ig an organization of which a subcombi-
nation or clement is a part.

** Relative to questions of restriction where a combination
is alleged, the claim thercto must be assumed 0 be allowable
(novel and unobvious) as pointed out in >MPEP< § 806.02, in
the absence of a holding by the examiner to the contrary. When
a claim is found in a patent, it has alrecady been found by the
Office to be >allowable< ** and must be treated on that basis.

0ld Combination —- Novel
Subcombination [R-8]

806.05(b)

Restriction is ordinarily not proper between a combination
(AB) that the examiner holds to be old and unpatentable and the
subcombination (B) in which the examiner holds the novelty, if
any, 10 reside, Ex parte Donnell, 1923 C.D. 54, 315 O.G. 398
(Comm'r Pats.1923). (Sce >SMPEP< § 820.01.)

806.05(c) Criteria of Distinctness for

Combination, Subcombination
or Element of a Combination
{R-8]

In order 10 establish that combination and subcombination
inventions are distinct, two-way distinctness must be demon-
strated,

To support a requirement for restriction, both two-way dis-
tinctness and reasons for insisting on restriction are necessary >,
i.c. separate classification, status, or ficld of scarch, Sce MPEP
§ 808.02<.

If it can be shown that a combination, as claimed

(1) does not require the particotars of the subcombination as
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claimed for patentability (to show novelty and unobviousness),
and

(2) the subcombination can be shown o have utility either by
itself or in other and different relations, ihe inventions are dis-
tinct, When these factors cannol be shown, such inventions are
not distinct,

The following examples are included for general guidance.

1. SUBCOMBINATION NOT ESSENTIAL TO
COMBINATION

AB_ /DB - Restriction proper

br

Where a combination as claimed does not set forth the
details of the subcombination as separately claimed and the sub-
combination has scparate wtility, the inventions are distinct and
restriction is proper if rcasons cxist for insisting upon the
restriction, i.c. separate classification, status, or ficld of search,

This sitation can be diagramed as combination A B,
>(“br” is an abbreviation for “broad™)<, and subcombination
B >'sp" is an abbreviation for “specific™)<, R, . indicaies that
in the combination the subcombination is br()u?lly recited and
that the specific characteristics set forth in the subcombination
claim B__arc not set forth in the combination claim,

Sincc claims to both the subcombination and combination

are presented and assumed (o be patentable, the omission of

details of the claimed subcombination Bs in the combination
claimA B isevidence that the pmcnull)ihry of the combination
docs not rciy on the details of the specific subcombination.

2. SUBCOMBINATION ESSENTIAL TO COMBINATION

AB_ /B Norestriction
sp sp

If there is no evidence that combination A B__is patentable
without the details of B, restriction should not be required.
Where the relationship Between the claims is such that the
scparately claimed subcombination B, consiitutes the essential
distinguishing feature of the combinatlon A B, as claimed, the
inventions arc not distinctand a requirement fof restriction must
not be made, even though the subcombination has separate
utility.

3. SOME COMBINATION CLAIMS RECITE SPECIFIC
FEATURES OF THE SUBCOMBINATION BUT OTHER
COMBINATION CLAIMS GIVE EVIDENCE THAT THE

SUBCOMBINATION IS NOT ESSENTIAL TO THE
COMBINATION.

A Bsp /A Bhr (Evidence cluim)/l),j p Restriction proper

Claim A B_is an evidence claim which indicates that the
combination docs not rely upon the specific details of the
subcombination for its patentability, If claim A B, is subse-
quently found to beunallowable, the question of rejoinder of the
inventions restricted must be *>considered< and the letter to the
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applicant should so state. Therefore, where the combination
evidence claim A By does not set forth the detils of the
subcombination B_ and the subcombination B_ has scparate
utility, the inventions are distinct and restriction is proper if
reasons exist for insisting upon the restriction,

In applications claiming plural inventions capable of being
viewed as related in two ways, for example, as both combina-
tion-subcombination and also as different statutory categories,
both applicable criteria for distinctness must be demonstrated to
support a restriction reguirement. See also >MPEP< §
806.04(b).

Form Paragraph 8.15 may be used in combination-subcom-
bination restriction requirements.

f 8.15 Combination-subcombination
Examiner Note:

Following is shown a combination-subcombination situation.
(MPEPR 806.05(c)).

Inventions [ 1) and [2] are related as combination and subcombina-
lion. Inventions in this relationship are distinct if it can be shown that
(1) the combination as claimed does not require the particulars of the
subcombination as claimed for patentability and (2) that the subcom-
bination has wility by itself or in other combinations, (MPEP
806.05(c)). In the instant cuse, the combination us claimed does not

- require the particulars of the subcombination as claimed because (3]

The subcombination has separate ulility such as [4].

Exunminer Note:

In situations involving evidence claims, see MPEP 806,05(c), ex-
ample 3, and explain in bracket 3.

In bracket 4, suggest utility other than used in combination.

>The burden is on the examiner to suggest an example of
scparate utility.

If applicant proves or provides an argument supporiced by
facts, that the other wtility, suggested by the examiner, cannot be
accomplished, the burden shifts to the examiner to document a
viable scparate utility or withdraw the requirement.<

806.05(d) Subcombinations Usable

Together [R-8]

Two or more claimed subcombinations, disclosed as usable
together in a single combination, and which can be shown to be
separately usable, are usually distinct from cach other,

Care should always be excrcised in this sitnation to deter-
ming if the several subcombinations are generically claimed.
(Sce >MPEP< 806.04(b).)

Form Paragraph 8.16 may be used in restriction require-
ments between subcombinations,

§ 8.16 Subcombinations, usable together
Exeminer Note:

Following is shown & situation of subcombinations ussblo io-
gether, (MPEP 806.05(d)).

Inventions [ 1] and | 2) are related as subcombinations disclosed as
usable together in & single combination. The subcombinations are
distinct from each other if they are shown to be separataly usable. Inthe
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instast case invention | 3) has separate wtility such as [4). See (MPEP
B06.05(c)). ,

Exuminer Note:

1. Inbracket 3, insert the appropriate group number or identify the
invention,

2. In bracket 4, suggest utility other than with the other invention.

>Only one way Distinctness is Required.

The examiner must show, by way of example, thatone of the
subcombinations has utility other than in the disclosed combi-
nation.

Care must be taken Lo determine if the subcombinations are
generically claimed.

Where subcombinations as disclosed and ¢laimed arc both
(a) species under a claimed genus and (b) refated, then the
question of restriction must be determined by both the practice
applicable to clection of species and the practice applicable to
related inventions, If restriction is improper under cither prac-
tice it should not be required (MPEP § 806.04(b)).

The burden is on the examiner 0 provide an example,

If applicant proves or provides an argument, supported by
facts, that the other use, suggested by the examiner, cannot be
accomplished or is not reasonable, the burden ison the examiner
to document a viable alternative use or withdraw the require-
ment.<

806.05(¢) Process and Apparatus for Its

Practice — Distinctness [R-8]

** Inapplications claiming inventions in diffcrent statutory
categories, only onc-way distinctness is gencrally needed to
support a restriction requirement, However, scc >MPEP< §
R06.05(c).

Process and apparatus for its practice can be shown to be
distinct inventions, if cither or both of the following can be
shown: (1) that the process as claimed can be pracliced by
another materially different apparatus or by hand, or (2) that the
apparatus as claimed can be used to practice another and
materially different process.

>If the apparaws claims include a claim to “means” for
practicing the process, the claim is a linking claim and must be
cxamined with the elected invention, If it is ultimately allowed
rejoinder is required.<

Form Paragraph 8.17 may be uscd to make restriction re-
guirements between process and apparatus,

4 8.17 Process and apparatus
Exuaminer Note:

Following is shown a process and apparatus for its practice situ-
ation. MPEP (806.05(c)).

Inventions | H and [2] are related as process and apparaws for its
practice. ‘The inventions are distinet if it can be shown that either; (1)
the process as claimed enn be practiced by another materially &ift :rent
apparaius or by hand, or (2} the apparatus as claimed can be used 1o
practice another and materially different process. (MPEDP 806.05(¢)).
I this case |3,
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Exuminer Note:

In bracket 3, use one or more of the following reasons:

1) The process as claimed can be practiced by another and maten-
alty dilferent apparatus such as ---

2) The process as claimed can be practiced by hand,

3) The apparatus as claimed can be used to practice another and
materially different process such as---

>The burden is on the examiner 1o provide reasonable ex-
amples that recite material differences.

If the apparatus claims include a claim to “means” for prac-
ticing the process, this claim is a linking claim (except for the
presence of this claim restriction between apparatus and process
claims would be proper). The linking claim must be examincd
with the clected invention, but only o the extent necessary (0
determine il the linking claim is unpatentable. If the linking
claim is unpatentable, restriction is proper.

Itshould be noted thata claim such as, “An apparatus for the
practice of the process of claim 1, comprising ...." and then the
claim continucs with purcly apparatus limitations, is not a
linking claim, This is merely a preamble similar 10 a statement
of intended use and should be trcated as any preamble.

If applicant proves or provides convincing argument that
there is no material difference or in the case of that process that
cannot be performed by hand (if cxaminer so argucd), the
burden is on the examiner 1o document another materially
different process or apparatus or withdraw the requircment.<

806.05(f) Process of Making and Product

Made — Distinctness [R-8]

A process of making and a product made by the process
can be shown to be distinet inventions if cither or both of the
following can be shown: (1) that the process as clairmed is not
an obwvious process of making the groduct and the process as
claimed can be used to make other and different products, or (2)
that the product as claimed can be made by another and mate-
rially dilferent process.

>Allegations of different processes or products need not be
documented.

A product defined by the process by which it can be made is
still a product claim (In re Bridgcford, 149 USPQ 55 (CCPA
1966)) and can be restricted from the process il the cxaminer can
demonstrate that the product as claimed can be made by another
materially different process; defining the product in terms of a
process by which it is made is nothing more than a permissible
technique that applicant may usc to define the invention,

Iapplicant convincingly traverses the requirement, the bur-
den shifts 10 the examiner to document a viable alternative
process or product, or withdraw the requirement.<

Form Paragraph 8.18 may be used in restriction require-
ments between product and process of making.

1 8.18 Product and Process of Making
Examiner Note:

Following is shown a Product and Process of Making situation
(MPEP 806.05(D).
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Inventions |} and { 2] are related us process of making and product
made. The inventions are distinet if either or both of the following can
be shown: (1) that the process as claimed can be used to make another
and materially different praduct or (2) that the product as claimed can
be made by another and materially different process (MPEP 806.05(1)).
In the instant case [3].

Examiner Note:

In bracket 3, use one or more of the following reasons:

1) The process as claimed can be used to make a materially
different product such as ---,

2) The product as claimed can be made by a materially different
process such as ---

806.05(g) Apparatus and Product Made -

Distinctness [R-8]

An apparatus and a product made by the apparatus can be
shown to be distinct inventions if cither or both of the following
can be shown: (1) that the apparatus as claimed is not an obvious
apparatus for making the product and the apparatus as claimed
can be used to make other and different products, or (2) that the
product as claimed can be made by another and materially
diffcrent apparatus.

Form Paragraph 8.19 may be uscd for restriction require-
ments between apparatus and product made.

§ 8.19 Apparatus and Product Made
ixaminer Note:

Following is shown an Apparatus and Product Made situation
(MPEP 806.05(g)).

Inventions [1] and [2] are related as appuratus and product made.
The inventions in this relationship are distinct if either or both of the
following can be shown: (1) that the apparatus as claimed is not an
obvious apparatus for making the product and the apparatus can be used
for making a different product or (2) that the product as claimed can be
made by another and materizally different apparatus (MPEP 806.05(g)).
In this case [3].

Exuminer Note:

In bracket 3, Use one or more of the following reasons:

1) The apparatus as claimed is not an obvious apparatus for making
the product and the apparatus as claimed can be used to make adifferent
product such as ---

2) The product can be made by a materially different apparatus
such as ---

>Only Onc Way Distinciness is Required

The examiner must show by way of example either (1) that
the apparatus as claimed is notan obvious apparatus for making
the product and the apparatus as claimed can be uscd to make
other and different products or (2) that the product as claimed
can be made by another and materially different apparatus,

Sce form paragraph 8,19 above,

The burden is on the examiner to provide an exampie which
need not be documented.

Il applicant cither proves or provides convincing argument
that the alicrnative cxample suggested by the examiner is not
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workable, the burden is on the examiner o suggest another
viable example or withdraw the restriction requirement.<

806.05(h) Product and Process of Using

(R-8]

** A product and a process of using the product can be
shown to be distinct inventions if cither or both of the following
can be shown: (1) the process for using as claimed can be
practiced with another materially different product, or (2) the
product as claimed can be used in a materially different proc-
Css. ¥

>The burden is on the examiner 1o provide an example, but
the example necd not be documented.

If the applicant cither proves or provides a convincing argu-
ment that the alterative use suggested by the examiner cannot
be accomplished, the burden is on the examiner o support a
viable alternative usc or withdraw the requircment.<

Form Paragraph 8.20 may be uscd in restriction require-
ments between the product and method of using.

§ 8.20 Product and Process of Using
Cxaminer Note:

Following is shown a Product and Process of Using the product
sitnation. (MPEP 806.05(h)).

Inventions [1] and [2] are related as product and process of use. The
inventions can be shown o be distinct if either or both of the following
can be shown: (1) the process for using the product as claimed can be
practiced with another materially different product or (2) the product
as claimed can be used in a materially different process of using that
product (MPEP 806.05(h)). In the instant case [3].

Examiner Note:

In bracket 3, use one or more of the following reasons:

1) The process as claimed can be practiced with another materially
different product such as ---

2) The product as claimed can be used in & materially different
process such as ---

806.05(i)) Product, Process of Making,

and Process of Using -- Product
Claim Not Allowable [R-8)

37 CFR f.141 Different inventions in one >national< application.
LN

*¥5(b) Where claims to all three categories, product, process of
making, and process of use, are included in a national application, &
three way requirement for restriction can only be made where the
process of making is distinct from the produet, If the process of making
and the product are not distinct, the process of using may be joined with
the claims directed to the product and the process of making the product
eventhough ashowing of distinciness between the product and process
of using the product can be made.

Restriction may be required where the productclaimed links
the two process-type claims and is not patentable, or where the
process of making is not patentably distinct from the claimed
product.<
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Where an application contains claims to a product, claims to
apracess specially adapred for the manufacture of the product,
and claims to *>a< process of using the product **, and the
praduct claims are not allowable (they are not novel *>and< un-
obvious), restriction is proper between the process of making
and the process of using. **>As defined above, the process of
making and product are not patentably distinct (specially
adapted). In this instance, applicant may be required to elect
cither (1) the productand process of making it, or (2) the product
and/or the usc depending on whether the examiner can make a
showing of distinctness (MPEP § 806.05(h)).

>Except as sct forth in the previous paragraph,< restriction
may be required only where the process of making and the
product made are distinct (MPEP § 806.05(f)), otherwise, the
proccess of using must be joined with other tyfes of claims even
if a showing of distinctness (MPEP § 806.05(h)) can be made.

Determination of patentability of the product need not be
made prior to making a requircment for restriction unless the
requirement is based on a determination that the product claims
arc not allowable.

Form paragraph 8.20.1 may be used in product, process of
making and process of using situations where the product is not
allowable,

§8.20.1 Product, Process of Making and Process of Using - Product
is not Allowable
Examiner Note:

Following is shown a Product, Process of Making and Process of
Using - Product is not Allowable, MPEP 806.05(i).

Inventions (1] and [2] are related as & process of making and
process of using the product. The use as claimed cannot be practiced
with a materially different product. Since the product is not allowable,
restriction is proper between said method of making and method of
using. The product claim will be examined along with the clected
invention (MPEP-806.05(1)).<

807  Patentability Report Practice Has No

Effect on Restriction Practice [R-8)

Patentability report practice (> MPEP<§ 705), has no effect
upon, and does not modify inany way, the practice of restriction,
being designed merely to facilitate the handling of cases in
which restriction cannot properly be required.

808  Reasons for Insisting Upon

Restriction [R-8]

Every requirement torestrict has two aspects, (1) the reasons
(as distinguished from the mere statement of conclusion) why
the inventions as claimed arc cither independent or distinet, and
(2) the reasons for insisting upon restriction therebetween >as
sct forth in the following scctions<,

808.01 Independent Inventions [R-8]

Where the inventions claimed are independent, i.c., where
they are not connected in design, operation or effect under the
disclosurc of the particular application under consideration
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(>MPEP< § B06.04), the facts relied upon for this conclusion
are in essence the reasons for insisting upon restriction. This
situation, except for species, is but rarcly presented, since
persons will seldom file an application containing disclosuresof
independent things.

808.01(a) Species [R-8]

Where there is no disclosure of relationship between species
(sce >MPEP< § 806.04(b)), they are independent inventions
and election of one >invention< following a requirement for re-
striction is mandatory even though applicant disagrees with the
cxaminer. There must be a patentable difference between the
species as claimed, see >MPEP< § 806.04(h). Thus the reasons
for insisting upon clection of one specics, are the facts relied
upon for the conclusion that there are claims restricted respec-
tively to two or more patentably different species that are
discioscd in the application, and it is not necessary to show a
scparate status in the art or scparate classification.

A single discloscd specics must be elected as a prerequisite
to applying the provisions of 37 CFR 1.141 to additional species
if a generic claim is allowed.

Even though the examiner rejects the gencric claims, and
cven though the applicant cancels the same and thus admits that
the genus is unpatentable, where there is a relationship disclosed
between species, such discloscd relation must be discussed and
reasons advanced leading to the conclusion that the disclosed
rclation does not prevent restriction, in order to establish the
propriety of restriction.

Election of species should not be required if the species
claimed are considered clearly unpatentable (obvious) over
each other. In making a requirement for restriction in an appli-
cation claiming plural specics, the examiner should group
together species considered clearly unpatentable over each
other, with the statement that restriction as between those
species is not required,

Election of species should be required priorto ascarchon the
merits (1) in all applications containing claims to a plurality of
specics with no generic claims, and (2) in all applications
containing both species claims and generic or Markush claims.

Inallapplications in which no species claims arc present and
a gencric claim recites such a multiplicity of species that an
unduly extensive and burdensome scarch is required, a require-
ment for an election of species should be madc prior to a search
of the generic claim.

In all * applications where a generic claim is found allow-
able, the application should be treated as indicated in >SMPEP<
§§ 809.02 (b), (c), or {e). If an election is made pursuant 1o a
iclephone requirement, the next action should include a full and
complete action on the elected specics as well as on any generic
claim that may be present.

808.02 Related Inventions [R-8)

Where, as disclosed in the application, the several inven-
tions claimed are rclated, and such related inventions are not
patentably distinct as claimed, restriction under 35 U.S.C. 121
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is never proper ( >MPEP< § 806.05). IF applicant optionally
restricts, double patenting may be held.

Where the related inventions as claimed are shown to he
distinct under the criteria of >MPEP< §§ 80(6.05(c-i), the
cxaminer, in order to establish reasons for insisting npon restric-
tion, must show by appropriate explanation one of the follow-
ing:

(1) Sceparate classification thercof:

This shows that cach distinct subject has attained recogni-
tion in the art as a scparate subjcct for inventive cffort, and also
a scparate ficld of scarch, Patents need not be cited to show
scparate classification.

(2) A scparate status in the art when they are classifiable
together;

Even though they are classificd together,** cach subject
can be shown to have formed a scparate subject for inventive
cffort when an explanation indicates a recognition of scparate
inventive cffort by inventors, Separate status in the art may be
shown by citing patents which are evidence of such separate
staws>, and also of a separate ficld of scarch<,

(3) A different ficld of scarch:

Where it is necessary to scarch for one of the distinct
subjects in places where no pertinent art to the other subject
cxists, a different ficld of scarch is shown, even though the two
arc classified together, The indicated different field of scarch
must in fact be pertinent to the type of subject matter covered by

the claims. Patents need not be cited o show different ficlds of

scarch,

Where, however, the classification is the same and the ficld
of scarch is the same and there is no clear indication of separate
future classification and ficld of scarch, no rcasons exist for
dividing among related inventions.

809  Claims Linking Distinct Inventions

[R-8]

Wilhere, upon c¢xamination of an application containing
claims to distinct inventions, linking claims are found, restric-
tion can ncvertheless be required, See >MPEP< § 809.03 for
definition of linking claims.

A letter including only a restriction reguirement or a tele-
phoned requirement to restrict (the latter heing encouraged) will
he effected, specifying which claims are considered linking, Sce
>MPEP< § 812.01 for telephone practice in restriction require-
ments.

Noart will be indicated for this type of linking claim and no
rejection of these claims made.

A**>one month< shortened statutory period will be set for
response o a written requirement. Such aetion will not be an
“action on the meriws” for the purpase of the sevssid action final
program,

Tobe complete, aresponse to arequirement made according
to this section need only include a proper clection,

The linking claims must be examined with the ivention
clected, and should any linking claim be allowed, rejoinder of
the divided inventions must be permitied.
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809.02(a)
Generie Claim Linking Species
[R-8]

809,02

Under 37 CFR 1,141, an allowed generic claim may tink a
reasonable number »of< specics embraced thereby.,
The practice is stated in 37 CFR 1,146,

37 CEFR 1.146. Election of species.

In the first action on an application containing a generic claim and
claims restricied separately to cach of more than one species embraced
thereby, the exaniiner may require the applicant in his response to that
action Lo elect that species of his or her invention 1o which his or her
claim shallbe restricled if no generic claim is held allowable. However,
if such application contains claims directed to more than a reasonable
number of species, the examirer may require restriction of the claims
10 not more than a reasonable number of species before taking further
action in the case,

809.02(a) Election Required [R-8]

Where generic claims are present, the examiner should send
a letter including only a restriction requircment or place a tele-
phone requirement to restrict (the latter being encouraged). See
>MPEP< § 8§12.01 for telephone practice in restriction require-
meats,

Action as follows should be taken:

(1) Identify generic claims or indicate that no generic claims
are present. Sce >MPEP< § 806.04(d) for definition of a generic
claim.

(2) Clearly identify cach (or in aggravated cases at least ex-
cmplary ones) of the disclosed specics, (o which claims are re-
stricted. The species are preferably identified as the specics of
figures 1, 2, and 3 or the specics of cxamples 1, 11 and 11,
respectively. In the absence of distinet figures or examples to
identify the several species, the mechanical means, the particu-
lar material, or other distinguishing characteristic of the species
shonld be stated forcach species identified, If the species cannot
be conveniently identified, the claims may be grouped in accor-
dance with the species 1o which they are restricted.

(3) Applicant should then be required to elect a single dis-
closed species under 35 U.S.C. 121, and advised as to the
requisites of a complete response and his rights under 37 CFR
1.141.

For generic claims, a scarch should not be made and art
should not he cited.

%> A one month< shortencd statutory period will be set for
response when a written requirement is made without an action
on the merits. This period may be extended under the provisions
of 37 CFR 1.136(a). Such action will not be an “action on the
merits” for purposes of the second action final program,

Tobe complete, aresponse toa requirement made according
1o this section >should include a proper election along with a
fisting of all claims readable thercon>, including any claims
subscquently added.<**

In thosc applications wherein a reguirement for restriction is
accompanicd by an action on all claims, such action will be
considered to be an action on the merits and the next action
should be made final,
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Examiners should use Form Paragraphs 8.01 or 8.02 >to
make election of species requirements<,

§ 800 Election of Species

This application containg clainis directed 1o the following patenta-
bly distinct species of the claimed invention: | 1].

Applicant is required under 35 U.S.C. 121 1o elect a single
disclosed species for prosecution on the merits to which the cliims shall
be restricted if no generie claim is finally held to be allowable.
Currently, [2] generic,

Applicant is advised that a response to this requirement must
include an identification of the species that is elected consonunt with
this requirement, and & listing of all claims readable thereon, including
any claims subsequently added. An argument that a generic claim is
allowable or that all claims are generic is considered nonresponsive
unless accompunied by an election.

Upon the allowance of a generic claim, applicant will be entitled to
consideration of claims 10 additiona) species which are written in
dependent form or otherwise include all the limitations of an allowed
generic claim as provided by 37 CFR 1,141, If claims are added ofler
the election, applicant must indicate which are readable upon the
clected species. MPEP 809.02(a).

Should applicant traverse on the ground that the species are not
patentably distinct, applicant should submit evidence or identify such
evidence now of record showing the species 1o be obvious variants or
clearly admit on the record thai this is the case. In either instance, if the
examiner finds one of the inventions unpatentable over the prior art, the
evidence or admission may be used in & rejection under 35 U.S.C. 103
of the other invention,

Examiner Note:
In brackel 2, insert the approprinte generic claim information,

§ 8.02 Election when claims are not restricted to species

Claim [1] generic o & plurality of disclosed patentubly distinet
specics comprising [2]. Applicant is required under 35 U.S.C. 121 to
elect a single disclosed species, even though this requirement is trav-
ersed.

Should spplicant traverse on the ground (hat the species are not
patentably distinet, applicant should submit evidence or identify such
evidence now of record showing the species to be obvious variuts or
clearly admit on the record that this is the case, In either instance, il the
examiner finds oncof the inventions uapatentable over the prior ar, the
evidence or admission may be used in a rejection under 35 US.C. 103
of the other invention.

Examiner Note:

1. This paragraph should be used for the election of species require-
ment described in MPEP 803 .02 (Markush group) and 809.02(d) (bur-
densome search necessary).

2. In bracket [2] clearly identify the species from which election
is 10 he made.

If claims arc added after the election, applicant must indicaie
whicl are readable on the elected species.

Itisnceessary to (1) identify generic claims or state that none
are present, and (2) to clearly identify cach species involved,
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809.02(b) Election Required — Generie

Claim Allowable

When a claim generic 1o two or more claimed species is
found tobe allowable on the first or any subsequentaction on the
merits and election of a single species has not been made,
applicant should be informed that the claim is allowable and
generic, and a requirement should be made that applicant elect
a single species embraced by the allowed genus unless the
species claims are all in the form required by 37 CFR 1141 and
no more than a reasonible number of specices are claimed.
Substantially the following should be stated:

“*Applicant is advised that his or her response to be com-
plete must include an identification of the single, disclosed
species within the allowed genus that he or she elects and a
listing of all clnims readable thereupon. Applicant is entitied to
consideration of claims 10 a reasonabls number of disclosed
species in addition 1o the elected species, which species he or
she mustidentify and listall elnims restricted o each, provided
all the claims to each additional species are written in depend-
ent form or otherwise include all the limitations of anallowed
generic claim as provided by 37 CFR 1,141

809.02(c) Action Following Election

[R-8]

An cxaminer's action subscquent to an clection of species
should include a complete action on the merits of all claims
readable on the clected species.

(1) When the gencric claims are rejecicd >, or there is no
generic claime, all claims not readable on the clected specics
shounld be treated substantially as follows;

“Claim —archeld to be withdrawn from further con-
sideration under 37 CFR 1,142(b) as not readable on the
clected species > there being no (allowsble) generic claime,”

(2) When a generic claim is subscquently found to be
allowable, and not more than a reasonable number of additional
species are claimed, treatment should be as follows:

>(i) When all claims to cach of the additional species are
embraced by an allowable generic claim as provided by 37 CFR
1.141, applicant should be advised of the allowable gencric
claim and that claims drawn to the non-clected species are no
longer withdrawn since they are fully embraced by the allowed
generic claim.,

(ii)< When any claim dirceted 1o one of said additional
species embraced by an allowed generic claim is not in the
required form, all claims to that species should be held to be
withdrawn from further consideration by the examiner. The
holding should be worded somewhat as follows:

"Claims e directed 1o species are
withdrawn from further consideration in this case, since all of
the claims to this species do not depend upon or otherwise
include all of the limitations of an allowed generic claim ag
required by 37 CFR 1,141
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=Note that cach additional species is handled separately,
When all of the claims (o one non-clecied species are embraced
by an allowable generic clrim bue cach of the claims to another
non-¢lected species are not embriced by an allowable generic
claim, applicant should be advised that the claims (o the one
non-clected species are no longer withdrawn from further
consideration but that the claims to the other non-clected species
remain withdrawn from further consideration since all of the
claims to this other specics do not depend upon or fully include
allof the limitations of an allowed generic claim as required by
37 CFR 1.141, This holding shounld be worded as follows:
“Allowed claims ______ are generic, Claims
directed to species . are no longer withdrawn from
further consideration in this case since alt of the claims Lo this
species depend from or otherwise include all of the limitations
of an allowed generic claim. Claims directed 10 spe-
cies__ are withdrawn from further consideration in this
case since ull of the claims to this species do not depend upon
orotherwise include all of the limitations of an allowed generic
claim ns required by 37 CFR 1.141."<

When the case is otherwise ready for issuc >and there is an
allowed generic claim, and applicant has not been previously
notificd as to the allowance of a gencric claim, applicant should
be advised of the allowance of a generic claim and given a time
limit of 1 mowsth to conform all of the claims to the non-clected
species o fully embrace an allowed genceric claim or the
examiner will cancel the claims o cach non-conforming specics
by cxaminer's amendment and pass the casc to issue. If the
clectionis traversed, <, an adklitional paragraph worded as Form
Paragraph 8.03 should be added to the holding.

§ 8.03 In Condition for allowance, Non-elected Claims

This application is in condition for allowance except for the
presence of claim | 1] 10 aninvention non-elected with traverse in Paper
no, |2]. APPLICANT IS GIVEN ONE MONTH FROM THE DATE
OF THIS LETTER TO CANCEL THE NOTED CLAIMS OR TAKE
OTHER APPROPRIATE ACTION (37 CFR 1.144). Failure 10 lake
action during this period will be treated as authorization to cancel the
noted claims by Examiner's Amendment and pass the case to issue,
Extensions of time under 37 CFR 1.136(a) will not be permitted since
this application will be passed to issue.

The prosecution of this case is closed except for consideration of
the above matter,

Claims directed to species not embraced by an allowed ge-
neric claim should be treated as follows:

e ire for species not embraced by an
allowed generic claim as required by 37 CFR 1,141 and ure
withdrawn from further consideration in this case, 37 CFR
1.142(b)."

809.02(d)

“Clatms

No Species Claims [R-8)

Where only generic claims are presented no restriction can
be required except inthose cases where the generic cluims recile
such & multiplicity of species that an unduly exiensive and
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burdensome scarch is necessary. Sce >MPEP< § 808.01(a). If
after an action on only generic claims wil. 10 restriction
requirement, applicant presents species claims to more than one
specics of the invention he or she must at that time indicate an
election of a single specics.

809.02(¢) Generic Claim Allowable in

Substance [R-8]

Whenever a generic claim is found to be allowable in sub-
stance, cven though it is objected to or rejected on merely formal
grounds, action on the specics claims shall thercupon be given
as if the generic claim were allowed.

The treatment of the case should be as indicated in >MPEP<
§4 809.02 (b), (c), or (d).

809.03 Linking Claims [R-8]

There arc a number of situations which arise in which an
application has claims to two or morce properly divisible inven-
tions, so that a requircment to restrict the application to onc
would be proper, but presented in the same casc arc onc or morc
claims (generally called “linking” claims) inseparable there-
from and thus linking together the inventions otherwise divis-
ible.

The mostcommon types of linking claims which, ifallowed,
act to prevent restriction between inventions that can otherwise
be shown to be divisible, arc:

Genus claims linking specics claims,

Aclaimto the necessary process of making a product linking
proper process and product claims.,

A claim to “means” for practicing a process linking proper
apparatus and process claims.

A claim to the product linking a process of making and a use
(process of using).

Where linking claims exist, a letter including a restriction
requircmcnt only or a telephoned requirement o restrict (the
latter being encouraged) will be effected, specifying which
claims arc considered to be linking. Notc Form Paragraph 8.12,

§ 8.12 Restriction, Linking Claimys
Claim {1] link(s) inventions {2] and [3).

For traverse of rejection of linking claim in * applications
scc >MPEP< § 8§18.03(d).

809,04 Retention of Claims to Non-Elected
Invention [R-8]

Where the requircment for restriction in an * application is
predicated upon the non-allowability of generic or other type of
linking claims, applicant is entitled o retain in the case claims
to the non-clected inveation or inventions.

If a linking claim is allowed, the examiner must thereafter
cxamine speeics if the linking claim is generic thereto, or he or
she must examing the claims (o the non-clected inventions that
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are linked to the elected invention by such allowed linking
claim,

When a final requirement is contingent on the non-allow-
ability of the linking claims, applicant may petition from the re-
quircment under 37 CFR 1.144 without waiting (or a final action
on the merits of the linking claims; or applicant may defer his
>or her< petition until the linking claims have been finally
rejected, but not later than appeal. 37 CFR 1.144, >MPEP< §
818.03(c).

810  Action on the Merits [R-8]

In general, in an * application when a requirement L0 restrict
is made, no action on the merits is given,

810.01 Not Objectionable When Coupled With
Requirement [R-8]

A basic policy of the present examining program is that the
second action on the merits should be made final whenever
proper, >MPEP< § 706.07(a). In thosc applications wherein a
requircment for restriction or clection is accompanicd by a
complete action on the merits of all the claims, such action will
be considered to be an action on the merits and the next action
by the examiner should be made final. When preparing a final
action in an application where applicant has traversed the
restriction requirement, see >MPEP< § 821.01,

Although an action on the merits is not nccessary to a re-
gquirement, it is not objectionable, Ex parte Lantzke, 1910 C.D,
100, 156 O.G. 257 .>However, note that a question may arisc as
to whether there is a scrious burden on the examiner.<

Howecver, except as noted in >MPEP< § 809 and >MPEP<
§ 812.01, if an action is given on the merits, it must be given on
all claims.

810.02 Usually Deferred [R-8]

The Office policy is to >usually< defer action on the merils
untilafter the requirement for restriction is complied with, >or<
withdrawn **,

Ex parte Pickles, 1904 C.D. 126, 109 O.G. 1888.

Ex parte Snyder, 1904 C.D. 242, 110 O.G. 2636.

Lx parie Weston, 1911 C.D. 218, 173 0.G. 285.

Given on Elected Invention When
Requirement Is Made Final [R-8]

810.03

37 CFR 1.143 last sentence states: “If the requirement is
repeated and made final, the examiner will at the same time act
onthe claims to the invention clected.” Thus, action is ordinarily
given on the clecied invention in the action making the require-
ment final,

;7 8.25.1 Election Without Traverse
. Applicant’s election without traverse of {1} in Paper No [2] is
acknowledged.
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811 Time for Making Requirement [R-8]

37 CFR 1,142(), 2nd sentence: “If the distinciness and in-
dependence of the invertion be clear, such requirement ** will
be made before any action upon the merits; however, it may be
madc at any time before final action in the case at the discretion
of the examiner.”

This means, >the examincr should,< make a proper require-

mentas carly as possible in the prosccution, in the first action if

possible, otherwise as soon as a proper requirement develops.

>Before making a restriction requirement after the first
action on the merits, the cxaminer will consider whether there
will be a scrious burden if restriction is not required.<

811.02 Even After Compliance With
Preceding Requirement

Since the ruic provides that restriction is proper atany stage
of prosccution up to final action, a second requirement may be
made when it becomes proper, cven though there was a prior
requirement with which applicant complicd: Ex parte Benke,
1904 C.D. 63, 108 O.G. 1588 (Comm'r Pats. 1904),

811.03 Repeating After Withdrawal —

Proper [R-8]

Where a requircment to restrict is made and withdrawn,
because > it was< improper, when it becomes proper at a later
stage in the prosceution, restriction may again be required.

811.04 Proper Even Though Grouped

Together in Parent Case

Even though inventions are grouped together in a require-
ment in a parent case, restriction there among may be required
in the divisional casc il proper.

812  Who Should Make the Reqguirement

[R-8]

The requirement should be made by an examiner who would
cxamine at least one of the inventions.

An cxamincr should not require restriction in an application
>if< none of the claimed subject matter ** is classifiable in his
or her group. Such an application should be transferred (0 a
group to which at fcast some of the subject matter belongs.

812.01 Telephone Restriction Practice
[R-8]

If an examiner determiaes that a requirement for restriction
should be made in an application, the examiner should formu-
late a draft of such restriction requirecment including an indica-
tion of those claims considered to be linking or generic, No
scarch or rejection of the linking claims should be made,
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Thereupon, the examiner should telephone the attorney of
record and request an oral election, with or without traverse if
desired, after the attorney has had time to consider the resiriction
requirement. The examiner should arrange for a second tele-
phone call within a reasonable time, generally within three
working days. If the attorney objeets o making an oral election,
or fails to respond, the usual restriction letter will be mailed, and
this letter should * contain * reference to the unsuceesstul tele-
phone call, Sce >MPEP< §§ 809 and 809.02(a).

When an oral election is made, the examiner will then
proceed to incorporate into the Office action a formal restriction
requirement including the date of the clection, the attomey's
name, and a complete record of the telephone interview, {ol-
lowed by a complete action on the clecied claims including
linking or generic claims if present,

Form* >Paragraphs 8.23 or 8.23. 1< should! be used o make
atelephone election of record.

§8.23 Requirement, When Elected by Telephone

During a 1elephone conversation with [1] or |2] a provisional
election was made [3] traverse (o prosecute the invention of {41, cluim
[5). Affirmation of this election must be made by applicant in respond-
ing to this OfTice action. Claim j6] withdrawn from further considera-
tion by the Examiner, 37 CFR 1,142(b), as being drawn to anon-elected
invention,

Examiner Note:
1) Inbracket 3, insert *with” or *without™, whichever is upplicable.
2) In brackel 4, insert either the elected group or species,
3) An action on the merits of the ¢laims should follow.,

>§ 8231 Requirement, On Election by Telephone

A telephone eall was made to [ 1] on 2] 10 request an oral election
10 the above restriction requirement, but did not result in an election
being made,

Examiner Note:

1. In bracker 1, insert the nnme of the attorney called,

2. In bracket 2, insert the date,

3. This paragraph should e used in all instances where atelephone
election was attempted and applicant did not or would not make an
clection.<

IConexamination the examiner finds the elected claims 1o e

allowable and no traverse was made, the letier should be written
on PTOL-37 (Examiner’s Amendment) and should include
ancellation of the non-elected claims, a statement that the
prosecotion is closed and that a notice of allowance will be sent
in due conrse. Correction of Tormal maners in the above-noted
situation which cannot be handled by a telephone call and thus
requires action by the applicant should be handled under the Ex
parte Quayle practice, using PTOL-326.

Shonld the elected claims be found allowable in the first
action, and an oral traverse was noted, the examiner should
include in his or heraction a statementunder >MPEP< § 821,01,
making the restriction final and giving applicant one wonth to
cither cancel the non-clected claims or take other appropriate
action (37 CFR 1. 144). Failure to take action will be treated as
an anthorization 1o cancel the non-clected claims by an
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examiner's amendment and pass the case to issue. Prosceution
of the application is otherwise closed.

Incither situation (raverse ornotraverse), caution should be
exercised to determine if any of the allowed claims are linking
or generic >oitims< before can: « Ning thie non-elected claims,

Where the respective inventions arc located in different
groups the requirement for restriction should be made only after
consultation with and approval by all groups involved. If an oral
clection would cause the application to be cxamined in another
group, the initiating group should transfer the application with
a signed memorandum of the restriction requirement and a
record of the interview, The receiving group will incorporate the
substance of this memorandum in its official letier as indicated
above. Differences as 10 restriction should be scitled by the
existing chain of command, ¢.g. supervisory primary cxaminer
or group direetor.

This practice islimited touse by examiners who have atleast
negotiation authority, Other examiners must have the prior
approval of their supervisory primary examiner.,

814  Indicate Exactly How Application Is
To Be Restricted {R-8]

A, Species. The mode of indicating how to require restriction
hetween species is set forth in >MPEP< § 809.02(a).

As pointed outin Ex parte Ljungstrom, 1905 C.D. 541,119
0.G. 2335, the partdcular limitations in the claims and the
reasons why such limitations are considered to restrict the
claims 1o a particular disclosed species should be mentioned if
necessary 10 make the requirement clear.

B. Inventions other than species. I is necessary 1o read all of
the claims in order to determine what the claims cover. When
doing this, the claims dirceted to cach separate subject should be
noted along with a statement of the subject matter Lo which they
are drawn,

Thisis the best way 10 mostclearly and precisely indicate to
applicant how the application should be restricted. kit consists in
identifying cach separate subject amongst which restriction is
required, and grouping cach claim with its subject.

The separate inventions should be identificd by a grouping
of the claims with a short description of the total extent of the
invention claimed incach group, specifying the type or relation-
ship of each group as by stating the group is drawn 0 a process,
ortoa subcombination, or to a product, ete., and should indicate
the classification or separate status of cach group, as for ex-
ample, by class and subclass.

While every claim should be accounted for, the omission o
group a claim, or placing a claim in the wrong group will not
affect the propriety of a final requirement where the requirement
is otherwise proper and the correct disposition of the omitted or
erroncously grouped claim is clear,

C. Linking claims. The generic or other linking claims
should not be associated with any one of the linked inventions
since such claims must be examined with any one of the linked
inventions that may be clected. This fact should be clearly
stated.
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815  Make Requirement Complete

When making a requirement every effort should be made to
have the requirement complete, If some of the claimed inven-
tions are classifiable in another artunitand the examiner has any
doubt as to the proper ling among the same, the application
should be referred to the cxaminer of the other ant unit .or
information on that point and such examiner shoukd render the
necessary assistance.

816  Give Reasons for Holding of

Independence or Distinctness [R-8]

The particular reasons relicd upon by the cxaminer for
holding that the inventions as claimed are cither independent or
distinct, should be conciscly stated. A mere statement of conclu-
sion is inadequate. The rcasons upon which the conclusion is
based should be given,

For cxample, relative 1o combination and a subcombination
thercof, the examiner should point out the reasons why he or she
considers the subcombination to have wtility by itsclf or in other
combinations, and why he or she considers that the combination
as claimed does not rely upon the subcombination as its ¢ssen-
tial distinguishing part.

Each other relationship of claimed invention should be simi-
larly treated and the reasons for the conclusions of distinctness
of invention as claimed set forth,

The separate inventions should be identificd by a grouping
of the claims with a short description of the total ¢xtent of the
inventionclaimed in each group, specifying the type or refation-
ship of cach group as by stating the group is drawn to a process,
or o subcombination, or to product, etc., and should indicate the
classification or scparate status of cach group, as for ¢xample,
by class and subclass. Sce >MPEP< § 809.

Note Form Paragraph 8.13.

§8.13 Distinciness (Heading)
The inventions are distinet, each from the other because of the
following reasons:

Instructions:
Use various relationships of inventions to show distinctness.
Form paragraphs 8.14 to 8,20 in MPEP §§ 806.04(b) - (h) to0
indicate distinctness.

817  QOutline of Letter for Restriction

Requirement between Distinct
inventions [R-8]

The statemeit in >MPEP< §§ 809.02 through 809.02(d) is
adequatcindication of the formof leiter when election of specics
is required.,

No outtine of a letter is given for other types of independent
inventions since they rarcly occur,

The following outline of a letter for a requirement to restrict
is intended o cover every type of original restriction require-
ment between related inventions including those having linking
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claims,
OUTLINE OF LETTER

A, Statement of the requirement to restrict and that it is being
made under 35 U.S.C. 121
-ldentify cach group by Roman numeral
-List claims in cach group
-Check accuracy of numbering
Look for same claims in two groups
Look for omitted claims
-Give short description of total extent of the subject
matter claimed in cach group.
-Point out critical claims of different scope
-Identify whether combination, subcombination, process,
apparatus or product
-Classify cach group
-Form Paragraphs 8.08-8.11 should be uscd to group
inventions.

§ 8.08 Restriction, 2 Groupings ,
Restriction to one of the following inventions is required under 35
US.C. 121:
L. Claim [1], drawn to [2], classified in Class [3], subclass [4).
I, Claim {5}, drawn 10 |6}, classified in Class {7}, subclass [8].

f 8.09 Restriction, 3rd Grouping
I1. Claim [1], drawn 10 [2], classified in Class [3), subclass [4].

§ 8.10 Restriction, 4th Grouping
IV. Claim [ 1}, drawn 10 [2], classified in Class [3], subclass [4].

§ 8.11 Restriction, Additional Groupings
[ 1] Claim {2], drawn to |3}, classified in Class [4], subclass {5].

B. Take into account claims not grouped, indicating their
disposition.
-Linking claims
-Indicate — (make no action)
-Statement of groups to which linking claims may be as
signed for cxamination
-Other ungrouped claims,
-Indicate disposition ¢.g., previously nonelecied, non-
statutory, canceled, ¢lc.,
C. Allegation of distinctness
-Point out facts which show distinciness
-Treat the inventions as claimed, don't mercly state your
conclusion that inventions in fact are distinct
-(1) Subcombination— (Subcombination (discloscd) as
usable together)
Each usable alone or in other identificd combination
Demonstrate by examiner's suggestion
-(2) Combination — Subcombination
Combination as claimed docs not require subcombination
AND
Subcombination usable alone or in other combination
Demonstrate by cxaminer's suggcestion
-(3) Process — Apparatus
Process can be carricd out by hand or by other apparatus
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Demonstrate by examiner’s suggestion
OR
Demonstrate apparatus can be uscd in other process (rare).
-(4) Process of making and/or Apparatus — Product
Demonstrate claimed product can be made by other
process (or apparatus)
By cxaminer's suggestion

OR
Process of making (or apparatus) can produce other
product (rarc)

D. Allcgation of reasons for insisting upon restriction
-Separate status in the art
-Different classification
-Same classification but recognition of divergent
subject matter
-Divergent fields of scarch
-Scarch required for one group not required for the other
E. Summary statement
-Summarize (1) distinctness and (2) rcasons for
insisting upon restriction, if applicable.
-Inciude paragraph advising as to response required.
-Indicate cffect of allowances of linking claims, if any
present.
-Indicate effect of cancellation or non-allowance of
evidence claims (sce >MPEP< § 806.05(c)).
Form Paragraph 8.21 must be uscd at the conclusion of each
restriction requirement,

§ 8.21 Conclusion of All Restriction Requirements

Examiner Note:

THiS PARAGRAPH MUST BE ADDED AS A CONCLUSION
TO ALL RESTRICTION REQUIREMENTS employing any of form
paragrapiis 8.14 to 8.20.

Because these inventions are distinct for the reasons given above
and [1] restriction for examination purposes as indicated is proper.

Examiner Note:

In the bracket insert by wriling one or more of the following
reasons:

1) have acquired a separate status in the art as shown by the
different classification,

2) have acquired a separate status in the art because of their
recognized divergent subject matter.

3) the search required for group [ ] is not required for Group | .

>Forin Paragrah 8.23.2 must be included in all restriction
requirements for applications having joint inventors.

§ 8.23.2 Joint Inventors, Correction of Inventorship

Applicantis reminded thatupon the cancellation of claims to anon-
clected invention, the inventorship must be amended in compliance
with 37 CFR 1.48(b) if one or more of the currently named inventors
is no longer an inventor of at feast one claim remaining in the
application. Any amendinent of inventorship must be accon:panied by
adiligently -filed potition under 37 CFR 1.48(h) and by the feerequired
under 37 CFR 1.17(h).
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Examiner Note:
‘This paragraph must be included in all restriction requirements for
applications having joint inventors.<

818 Election and Response

Election is the designation of the particular onc of two or
more disclosed inventions that will be prosecuted in the appli-
cation.

Arcsponscis the reply toeach pointraised by the examiner’s
action, and may include a traverse or compliance.

A raverse of a requirement to restrict is a statement of the
rcasons upon which the applicant relies for his conclusion that
the requircment is in error.

To be complete, a response 1o a requirement which merely
specifies the linking claims need only include a proper clection.

Where a rejection or objection is included with a restriction
requirement, applicant, besides making a proper clection must
also distinctly and specifically point ont the supposed errors in
the examiner’s rejection or objection. See 37 CFR 1.111.

818.01 Election Fixed by Action on Claims

Election becomes fixed when the claims in an application
have received an action on their merits by the Office.

818.02 Election Other Than Express [R-8]

Election may be made in other ways than expressly in re-
sponse to a requirement >as set forth in MPEP §§ 818.02(a) -

(c)<.

818.02(a) By Originally Presented Claims

[R-8]

Where claims to another invention are properly added and
cntered in the case before an action is given, they are treated s
original claims for purposes of restriction only.

The claims originally presented and acted upon by the
Office on their merits determine the invention clected by an
applicant, and subsequently presented claims to an invention
other than that acted upon should be treated as provided in
>MPEP< § §21.03.

818.02(b) Generic Claims Only — No

Election of Species [R-8]

Where only generic claims are first presented and prose-
cuted inan application in which no election of asingle invention
has been made, and applicant later presents species claims 0
more than onc species of the invention, he or she must at that
time indicate an election of a single species. The practice of
requiring clection of specics in cases with only generic claims
of the unduly extensive and burdensome scarch type is set forth
in >MPEP< § 808.01(a).
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818.02(c) By Optional Cancellation of

Chaims

Where applicant is claiming two or more inventions (which
may he specics or various types of related inventions) and as ¢
resultof action on the claims he or she cancels the claims to one
ormore of such inventions, lcaving claims to one invention, and
such claims are acted upon b, the cxaminer, the claimed
invention thus acted upon is elected.

818.03 Express Election and Traverse
37 CFR 1.143. Reconsideration of requirement.

If the applicant disagrees with the requirement for restriction, he
may request reconsideration and withdrawal or modification of the
requirement, giving the reasons therefor (see § 1.111.) In requesting
reconsideration the applicant must indicate a provisional election of
oncinvention for prosecution, which invention shalt be the one elected
in the event the requirement becomes final, The requirement for
restriction will be reconsidered on such a request. If the requirement is
repeated and made final, the examiner will at the same time act on the
claims to the invention elected.

Election in response to a requirement may be made cither
with or without an accompanying traverse of the requirement.

818.03(a) Response Must Be Complete

R-8]

As shown by the first sentence of 37 CFR 1,143 the traverse
to a requircment must be complete as required by 37 CFR
1.111(b) which rcads in part: “In order to be entitled to recon-
sideration or further examination, the applicant or patent owner
must make request therefor in writing, The reply by the appli-
cant or patent owner must distinctly and specilically point out
the supposced crrors in the examiner's action and must respond
10 every ground of objection and rejection in the prior Office
action, . ., The applicant’s or patent owner's reply must appear
throughout to be a bona fide atcmpt (o advance the case to final
action, .. ."

Undler this rule, the applicant is required to specifically point
out the reasons on which he or she bases his or her conclusions
that a requirement to restrict is in error. A mere broact allegation
that the requirement is in error does not comply with the
requirement of >37 CFR< § LI Thus the required provi-
sional clection (See >MPEP< § 818.03(b)) becomes an clection
without fraverse.

818.03(h) Must Elect, Even When

Requirement Is Traversed [R-8]

As noted in the sccond sentence of 37 CFR 1,143, a provi-
stomal clection must be made even though the requirsment is
traversed.

All requirements >for restriction< should include Form
Paragraph 8.22.
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f8.22 Requiremens, Election, Mailed

Applicant is advised that the response to this reyuirement to be
complete must include an election of the invention (o be examined even
though the requirement be traversed (37 CFR 1.143).

Examiner Note:
This paragraph can be used in Office actions with or without an
action on the merits,

818.03(c) Must Traverse To Preserve Right

of Petition [R-8]

37 CFR 1.144. Petition from requirement for restriction.

After a final requirement for restriction, the applicant, in addition
tomaking any response duc on the remainder of the action, may petition
the Commissioner to review the requirement. Pelition may be deferred
until after final action on or allowance of claims o the invention
clected, but must be filed not ater than appeal. A petition will not be
considered if reconsideration of the requirement was not requested.
(Sce § 1.18L)

>If applicant does not distinetly and specifically point out
supposed crrors in the restriction requirement, the clection
should be weated as an clection without traverse and be so
indicated to the applicant by usc of form paragraph 8.25.2.

§ 8.25.2 Election Without Traverse Based on Incomplete Response

Applicant’s election of |1} in Paper No. [2] is acknowledged.
Because applicant did not distinctly and specifically point ol the
supposed errors in the restriction requirement, the election has been
treated as an election without traverse (MPEP 818.03(a)) <

818.03(d) Traverse of Non-Allowance of

Linking Claims

A traverse of the non-allowance of the linking claims is not
a traverse of the requirement 0 restrict; it is a traverse of a
holding of non-allowance.

Election combined with a traverse of the non-allowance of
the linking claims only is an agrecment with the position taken
by the Office that restriction is proper if the linking type claim
is notatlowable and improper if they arc allowable. I the Office
allows such aclaim itis bound o withdraw the requircment and
to act on all linked inventions. But once alt linking claims are
canceled 37 CFR 1.144 would notapply, since the record would
be one of agrecment as to the propricty of restriction.

Where, however, there is a traverse on the ground that there
is some relationship (other than and in addition to the linking
type claim) that also prevents restriction, the merits of the re-
quirement are contested and not admitied. Assume a particular
situation of process and product made where the claim held
linking is a claim to product limited by the process of meking it.
The traverse may sct forth particular reasons justifying the
conclusion that restriction is improper since the process neces-
sarily makes the productand that there is no other presentknown
process by which the product can be made. If restriction is made
final in spitc of such traverse, the right 1o petition is preserved
cven though all tinking claims are canceled.
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818.03(¢)  Applicant Must Make Own

Flection

Applicantmust make his or her own election, The examiner
will not make the election for the applicant, 37 CFR 1,142, 37
CFR 1,143, second sentence.,

819  Office Generally Does Not Permit
Shift [R-8]

The general policy of the Qffice is not to permit the applicant
to shift o claiming another invention after an ¢lection is once
made and action given on the eleeted subject matter, When
claims are presented which the examiner holds are drawn (o an
invention other than >the one< elected he =or she< should treat
the claims ais outlined in >MPEP<§ 821,03,

Where the inventions are distinet and ol such a nature that
the Office compels restriction, an ¢election is not waived even
though the examiner gives action upon the patentability of the
claims o the non-clected invention: Ex parte Loewenbach,
1904 C.D. 170, 110 O.G. 857 (Comm's Pats 1904); and In re
Waugh, 1943 C.D. 411, 553 O.G. 3 (CCPA 1943)

81901  Office May Waive Election and
Permit Shift

While applicant, as a nustter of right, may not shift from
cluiming one invention 1o ¢laiming another, the Office is not
precluded from permitting a shifi. It may do so where the shift
results in no additional work or expense, und particutarly where
the shift redaces work as by simplifying the issues: Ex parte
Heritage P, No. 2,375,414 decided January 26, 1944, If the
examiner has aceepled a shift from claiming one invention 10
claiming another, the case is not abandoned: Meden v, Curtis,
1905 C.D.272, 117 0.G, 1795 (Comm'r Pats 1905),

820  Not an Election; Permissible Shif(

Where the Office rejects on the ground that the process is
obvious, the only invention being in the product made, present-
ing claims 1o the product is not a shift; I2x parte Treveue, 1901
C.D.170,97 O.G. 1173,

Product elected - no shitt where examiner holds invention
to be in process: Ex parte Grier, 1923 C.D, 27, 309 O.G. 223,

Genus allowed, applicant may prosecuie a reasonable num-
ber of additional specics thereunder, inaccordance with 37 CFR
1141, this not constituting a shift: Lx parte Sharp et al., Patent
No. 2,232,739,

Old Combination Clgimed — Not
an Election [R-8)

820.01

Where an application originally presents ¢laims (0 a combi-
nation (AB), the examiner holding the novelty il any, to reside
it the subcombination (B) per se only (see >MPLEP< §
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821.01

806.05(b)), und these claims are rejected®*, subsequently pre-
sented claims o subcombination (B) of the originally climed
contbimution should not be rejected on the ground of previous
clection of the combination, nor should this sejection be applicd
1o such combination claims if they are reasserted. £x parte
Donnell, 1923 C.D. 54, Final rejection of the reasserted "old
combination” claims is the action that should be taken. The
combination and subcombination as defined by the claims
under this special situation are not for distinet inventions. (See
>MPEP< § 806.05(¢c).) Sce also >MPEP< § 706.03().

Interference Issues — Not an
Election R-8]

820.02

Where an interference is instituted prior (o an applicant’s
clection, the subject matter of the interference issues is not
clected. An applicant may, after the termination of the interfer-
ence, electany one of the inventions ** claimed.

821  Treatment of Claims Held to be
Drawn to Non-Elected Inventions
[R-8]

Claims held 1o be drawn o non-clected inventions, includ-
ing cluimys 10 non-¢lected species, are treated as indicated in
>MPEP< §§ 821.01 through 821.03, **

The propricty of a requirement to restrict, if traversed, is
reviewable by petition under 37 CFR 1,144, In re Hengehold,
169 USPQ 473 (CCPA 1971).

All claims that the examiner holds >as<* not >being<
directed 1o the elected subjeet matter should be withdrawn from
further consideration by the examiner as set forth in >MPEP< §
809.02(c) and >MPEP< §§ 821.01 through 821,03, As toonc or
more of such claims the applicant may traverse the examiner’s
holding that they are not directed to the elected subject matier,
The propriety of this holding, if traversed, is appeatable, Thus,
il'the examiner adheres (o his or her position after such traverse,
he or she should reject the claims to which the traverse applics
on the ground that they are not directed 1o the elected subject
matter, >lecause applicant belicves the claims are readable on
the elected invention and the examiner disagrees, the metes and
bounds of the claim(s) cannot be readily ascertained, rendering
the claim(s) vagoe and indefinite within the meaning of 35
U.S.CL 112, second paragraph.<
821.01  After Election With Traverse
[R-8]

Where the initial reguirement is traversed, it should be re-
considered. If, upon reconsideration, the examiner is still of the
opinion that restriction is proper, it should be repeated and
>made< final ** in the next Office action. (See >MPEP< §
803.01.) Indoing so, the examiner should reply to the reasons or
argnments advanced by applicant in the traverse. Form Para-
graph 8.25 should be used 10 make a restriction requirement
final,
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825 Answer to Arguments With Traverse

Applicant’s election with traverse of |1} in Paper No, |2} is
acknowledged. The traversal is on the ground(s) that {3}, This is not
found persuasive because [3].

The requirement is still deemed to be proper and is therefore made
FINAL.

Examiner Note:

1. In bracket 1, insert the invention elected.

2. In bracket 3, insert in summary form, the ground on which
traversal is based.

3. In bracket 4, insert the reasons why the traversal was not found
10 be persuasive,

If the examiner, upon reconsideration, is of the opinion that
the requirement for restriction is improper he or she should state
in the next Office action that the requirement for restriction is
withdrawn and give an action on all the claims,

If the requirement is repeated and made final, in that and in
cach subsequent action, the claims to the nonelected invention
should be treated by using Form Paragraph 8.05.

7 8.05 Claims Stand Withdrawn With Traverse

Claim {1] withdrawn from further consideration by the examiner,
37 CFR 1.142(b), as being drawn to a non-clected [ 2], the requirement
having been traversed in Paper No. |3].

Examiner:Note:
In bracket 2, insert invention or species.

This will show that applicant has retained the right o
petition from the requirement under 37 CFR 1.144, (Sce
>MPEP< § 818.03(c).)

When the case is otherwise ready for issue, and has not
reccived a final action, the examiner should treat the case by
using Form Paragraph 8.03. Scc >MPEP< § 809.02(c).

When preparing a final action in an application where there
has been a traversal of a requirement for restriction, the exam-
inershould indicate in the Office action thata complete responsc
must include cancellation of the ciaims drawn to the non-clected
invention, or other appropriatc action (37 CFR 1.144). Sce Form
Paragraph 8,24,

§ 8.24 Response to a Final Must Include Cancellation

This application contains claim [1] drawn to an invention non-
elected with traverse in Paper No. [ 2}, A complete response to the final
rejection must include cancellation of non-clected claims or other
appropriate action (37 CFR 1.144) MPEP 821.01.

Examiner Note:
For use in FINAL rejections of applications containing claim(s)
non-clected with traverse,

Where a response o a final action has otherwise placed the
application in condition for allowance, the failure to cancel
claims drawn to the non-clected invention or to take appropriate
action will be construed as authorization to cancel these claims
by examiner’s amendment and pass the case to issue after the
expiration of the period for response.

Note that the petition under 37 CFR 1,144 must be filed “not
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later than appeal”. This is construed o mean appeal to the Board
of >Patent< Appeals >and Interferences<, If the case isready for
allowance after appeal and no petition has been filed, the
cxaminer should simply cancel the non-clected claims by
examiner's amendment, calling aliention to the provisions of 37
CFR 1.144,

821.02 After Election Without Traverse

Where the initial regquircment is not traversed, if adhered to,
appropriate action should be given on the clected claims and the
claims (0 the nonelected invention should be treated by using
Form Paragraph 8.06.

§ 8.06 Claims Stand Withdrawn Without Traverse

Claim {1} withdrawn from further consideration by the examiner,
37 CFR 1.142(b) as being drawn to a nonelected [ 2]. Election was made
without traverse in Paper No. [3].

Examiner Note:
In bracket 2, insert invention or specics.

This will show that applicant has not retained the right to
petition from the requircment under 37 CFR 1.144.

Under these circumstances, when the case is otherwise
rcady forissue, theclaims to the nonelected invention, including
nonclected specics, may be canceled by an examiner’s amend-
ment, and the case passed for issue. The examiner’s amendment
should include Form Paragraph 8.07.

§ 8.07 Ready for Allowance Without Traverse

This application is in condition for allowance except for the
presence of claim [ 1] to [2] nonelected without traverse. Accordingly,
claim |3] been cancelled,

Examiner Note:
In bracket 2, insert either an invention or species,

821.03 Claims for Different Invention

Added After an Office Action [R-8]

Claims added by amendment following action by the exam-
incr, >SMPEP< §§ 818.01, 818.02(a), to an invention other than
previously claimed, should be treated as indicated by 37 CFR
1.145.

37 CFR 1.145. Subsequent presentation of claims for different inven-
tion.

If, after an office action on an application, the applicant presents
claims directed to an invention distinet from and independent of the
invention previously claimed, the applicant will be required to restrict
the claims to the invention previously claimed if the amendment is
entered, subject to reconsideration and review as provided in §§ 1,143
and 1.144.

The action should include Form Paragraph 8.04,

§ 8.04 Election by Original Presemtation
Newly submitted claim {1] directed to an invention that is inde-
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pendent or distinet from the invention originally claimed for the
following reasons: {2].

Since applicant has received an action on the merits for the
originally presented invention, this invention has been constructively
clected by original presentation for prosecution on the merits. Accord-
ingly, claim [3] withdrawn from consideration as being directed to a
non-clected invention. See 37 CFR 1.142(b) and MPEP 821.03.

Of course, a complete action on all claims to the clected
invention should be given,

Note that the above practice is intended to have no effecton
the practice stated in >SMPEP< § ¥>2303<,

Anamendment canceling all claims drawn to the elected in-
vention and presenting only claims drawn 1o the non-clected in-
vention should not be entered. Such an amendment is non-re-
sponsive. Applicant should be notified by using Form Para-
graph 8.26.

§8.26 Cancelled Elected Claims, Non-Responsive

The amendment filed on {1] cancelling all claims drawn to the
clected invention and presenting only claims drawn to a non-clected
invention is non-responsive, (MPEDP 821.03). The remaining claims
arenotreadable on the clected invention because { 2], Applicantis given
aone month time limit or until the expiration of the response period set
in the last Office action, whichever is longer, to complete the response.
No extension of this tme limit will be granted under cither 37 CFR
1.136 (a) or (b) but the period for response set in the last Office action
may be extended up o a maximum of 6 months.

822  Claims to Inventions That Are Not

Distinct in Plural Applications of
Same Inventive Entity [R-8]

The treatment of plural applications of the same inventive
entity, nonc of which has become a patent, is treated in 37 CFR
1.78(b) as follows:

(b) Where two or more applications filed by the same applicant
contain conflicting claims, elimination of such claims from all but one
application may bhe required in the absence of good and sufficient
reason for their retention during pendency in more than one applica-
hon,

Sec >MPEP< § 304 for conflicting subject matter in two
applications, same inventive entity, one assigned.

Sec >MPEP< §§ 305 and 804.03 for conflicting subject
matter, different inventors, common ownership.

Sce >MPLEP< § 706.03(k) for rejection of one claim on
another in the same application.

Sec >MPEP< §§ 706.03(w) and 706.07(b) for res judicata,

Sce >MPEP< § 709.01 for onc application in interference.

Sce >MPEP< §§ 806.04(h) 1o 806.04(j) for species and
genus in separate applications.

Wherever appropriate, such conflicting applications should
be joined. This is pariicularly true, where the two or more appli-
cations arc duc to, and consonant with, a requirement .o restrict
which the examiner now considers 1o be improper.
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Form Paragraph 8.24 should be used when the conflicting
claims are identical or conceded by applicant to be not patenta-
bly distinct.

§ 8.29 Conflicting Claims, Copending Applications

Claim | 1] of this application conflict with claim {2] of application
Serial Number |3]. 37 CFR 1.78(b) provides that where two or more
applications filed by the same applicant contain conflicling claims,
climination of such claims from all butone application may be required
in the absence of good and sufficient reason for their retention during
pendency in more than one application. Applicant is required to either
cancel the conflicting claims from all but one application or maintain
a clear line of demarcation between the applications. Sce MPEP 822,

Examiner Note:
This paragraph is appropriate when the conflicting claims are iden-
tical or conceded by applicant to be not patentably distinet.

822.01 Co-pending Before the Examiner

[R-8]}

Under 37 CFR 1.78(b) the practice relative to overlapping
claims in applications copending before the examiner (and not
the result of and consonant with a requirement to restrict, for
which scec >MPEP< § 804.01), is as follows:

Where claims in onc application arc unpatentable over
claims of another application of the same inventive entity
because they recite the same invention, a complete cxamination
should he made of the claims of >cach<* application >and all
appropriate rejections should be entered in cach application,
including rejections based upon prior art<. The claims of
*>cach< application may >also< be rejected >on the grounds of
provisional double patenting< on the claims of the **>other
application whether or notany claims avoid the prior art. Where
appropriatg, the same prior art may be relicd upon in cach of the
applications<.**

>ONLY PROVISIONAL DOUBLE PATENTING
REJECTION IN ONE APPLICATION

The "provisional” double patenting rejection should con-
tinue to be made by the examiner in cach application as long us
there arc conflicting claims in more than one application unless
that "provisional” double patenting rejection is the only rejec-
tion remaining in onc of the applications. If the "provisional"
double patenting rejection in one application is the only rejee-
tion remaining in that application, the examiner should then
withdraw that rejection and permit the application to issuc as a
patent, thereby converting the "provisional” double patenting
rejection in the other application(s) into a double patenting
rejection at the time the one application issucs as a patent,

ONLY PROVISIONAL DOUBLE PATENTING
REJECTION IN TWO APPLICATIONS

If the "provisional” double patenting rejections in both ap-
plication arc the only rejections remaining in those applications,
the examiner should then withdraw that rejection in one of the
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applications and permit the application to issuc as a patent, The
examiner should maintain the double patenting rejection in the
other application as a "provisional” double patenting rejection-
which will be converted into a double patenting rejection when
the one application issucs as a paient.<

Rev. 8, May 1989 800 - 28

823  Unity of Invention Under the Patent
Cooperation Treaty [R-8)

Sce >Chapter 1800 for a detailed discussion of unity of in-
vention under the Patent Cooperation Treaty (PCT).<**
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