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60801 Dependent Claims

608.01(0)  Basis for Claini Tenminology in Description

6001 Completeness

6OB.01(q)  Substitute or Rewritten Specification

608.01()  Derogatory Remurks About Prior Art in Specification

608.01¢s)  Restoration of Canceled Matter

608.01(1)  Use in Subsequent Application

608.0 ()  Use of Formerly Filed Incomplete Application

608.01(v)  Trademuarks and Nagsies Used in Trade

608.02 Drawing

608.02(n)  New Drawing = When Reguired

608.02¢h)  Informel Drawings

608.02(c)  Drawing Print Kept in Fite Wrapyer

608.02(d)  Complete Ninstration in Drawings
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608.02(1)  Madifications in Drawings

608.02¢g)  Musteation of Prior Art
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608.02(k)  Transter of Drawings to Reissue

608.02(m)  Drawing Prints

6OB.OZ{n) Dnplicate Prints in Patentability Report Cases

608.02(0)  Dates Eutered on Drawing

608.02(p)  Correction of Drawings
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608.02(1)  Cancelation of Figures

608.02(w)  Changing Name of Atomey on Drawing Forbidden

608.02(v)  Drawing Changes Which Reyuire Sketches

608.02(w)  Drawing Changes Which May Be Made Without
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608.02(x)  Disposition of Qeders for Amendment of Drawing

608.02(y)  Return of Drawing

608.02(z)  Allowable Applications Needing Drawing Corrections or
Formal Drawings

608.03 Models, Exhibits, Specimens

608.03(n)  Hundling of Models, Exhibits and Specimens

608.04 New Matter

6OB.04(n)  Matter Not in Original Specification, Claims or Drawings

608.04(h)  New Matter by Peeliminary Amendment

G08.04¢)  Review of Examiner's Holding of New Matter

608.05 Deposit of Computer Program Listings

609 Information  Disclosure Statement

620.06 Correction of File Wrapper Label

601 Content of Application [R-8]

IS US.C. 1] Application for patent

Application for patent shall be made, or authorized o be made, by
the inventor, except as otherwise provided in tiis title, in writing to the
Commissioner. Such spplication shall include (1) a specification as
prescribed by section 112 of this title; (2) & drawing as prescribed by
section 113 of this title; and (3) an oath by the applicant as prescribed
by seetion 115 o this title, The application must be accompanicd by the
fee required by law, The fee and oath may be submitted after the
specilication and any vequired drawing are submitied, within such
period and wider such conditions, including the payment of a sur-
charge, as may be prescribed by the Commissioner, Upon failure to
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submit the fee and outh within sach preseribed period, the application
shall be regurded us sbundoned, unless i is shown to the sstisfaction of
the Commissioner that the delay in submitting the lee and oath was
unavoidable, The filing dute of an application shall be the dute on which
the specification and sny required drawing are received in the Patent
and Trademark Olfice,

I7CER L.S1 General requisites of an applivation.

(w) Applications for puents wust be made to the Conmmissioner of
Patents and Trademarks, A complete application comprises:

(1) A specification, including a claim or clais, see §§ 1.71 w
1.77.

(2) Anouth or decluration, see §8§ 1.03 and 1,68,

(3) Drawings, when necessary, see §§ 1.81 w 188,

(4) The prescribed filing fee, seo § 1.16.

(b) Applicants are encouraged to file an information disclosure
statement, See §§ 1.97 through 1.99,

() Applicants may dosire and are permitted to file with, or in, the
application an authorization to charge, atany time during the pendency
of the application, any fees required under any ol §§ 116 to 1.18to w
deposit account established and maintained in necordance with § 1,25,

GUIDELINES FOR DRAFTING A MODLEL PATENT
APPLICATION

The following guidelines ithustrate the preferred layout and
content of patent applications, These guidelines are suggested
for the applicant’s usc.

Arrangement and Contents of the Specification

The following order of arrangement is preferable in framing
the specification and, except for the title of the inveation, cach
of the lettered items should be preceded by the headings inddi-
cated.

(a) Tide of the Invention,

(b) Cross-Relerences to Related Applications (if any).

() Statement as to rights to inventions made under Feder-
ally-sponsored rescarch and development (if any).

() Background of the Invention,

1. Field of the Invention,
2. Description of related art inclunding information dis-
closed under §§ 1.97-1.99,

(¢) Summary of the Invention,

(D) Briet Description of the Drawing,

() Description of the Preferred Embodiment(s).

(h) Claim(s).

(i) Abstract of the Disclosure,

Content

@) Title of the Invention: (Sce>37 CFR<* 1,72(0).) The title
of the invention should be placed at the top of the first page of
the specification, [t should be brief but technically accurate and
descriptive preferably from two to seven words,

(b) Cross-References to Related Applications: (Sec 37CHR
178 and >MPEP< § 201.11)

(C) Statement ax to rightsto inventions made under Federally
sponsored research and development (if any): (See ><MPEP<
§ 310).
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(1) Background of ihe Invention: The specilication should
set forth the Background of the lovention in two parnts:

(1) Ficld of the Invention: A siatement of the Gicld of ant 1o
which the invention pertamns, This statement may include a
paraphrasing of the applicable U.S., patent classitication defini-
tions. The statement should be directed to the subject matter of
the claimed invention, This item may also be titled “Technical
Field™,

(2) Description of the reluted art including information dis-
closed under >37 CER«<* 1,97-1.99: A paragraph(s) describing
(o the extent practical the information known to the applicant,
including references o specitic documents where appropriste.
Where applicable, the problems involved in the information
disclosed which are solved by the applicant’s invention, should
be indicated. This itens may also be titled “Background Infor-
mation™,

) Swmmary of the Invention: A brict summary or general
statement of the invention as set forth in >37 CFR<* 1.73. The
summary is separate and distinet fromt the abstract and is
dirccted toward the invention rather than the disclosure as a
whole. The summary may point out the advaniages of the
inventionorhow itsolves problems previously existentin the ast
(and preferably indicated in the Background of the Invention).
In chemical cases >the summary<® should point out in general
terms the utility of the invention. 1f possible, the nature and gist
of the invention or the inventive concept should be set forth,
Ohjects of the invention should be treated briefly andt only to the
extent that they contribute o an understanding of the invention.
This item may also be titled “Disclosure of Invention”,

() Brief Description of the Drawing(s): A relerence o and
brief description of the drawing(s) as set forth in »37 CFR<*
1.74.

(&) Description of the Freferred Embodiment(s): A descrip-
tionof the preferred embodiment(s) of the invention as required
in >37 CFR<* 1.71. The description shounld be as short and
specific as is necessary 1o adequately and accuraiely describe
the invention. This item may also be titled “Best Mode for
Carrying Out the Invention™,

Where elements or groups of ¢lemenis, compounds, and
processes, which are conventional and generally widely known
in the field to which the inveation pertains, form a part of the
invention described and their exact nature or type is not neees-
sary for an understanding and use of the invention by a person
skilled in the art, they should not be described in detail. How-
cver, where particularly complicated subject matter is involved
or where the elements, compowls, oF Processes gy not be
commonly or widely known in the ficld, the specification
should refer to another patent or readily available publication
which adequately describes the subject matier.

() Claimg(s): (See 37 CFR 1.75) A claim may be typed with
the various elenments subdivided in paragraph form. There may
be plural indentations to further segregate subcombinations or
related sieps.

Reforence characters corresponding to clements recited in
the detailed description and the drawings way be used in con-
Junction with the recitation of the same clemoent or group of
clements in the claims, The reference cliracters, however,
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should be enclosed within parcatheses so as 1o avoid confusion
with other numbers or characters which may appesr in the
claims, The use of reference charaeters is to he considered s
having no effect on the scope of the claims,

Claims should preterably be arranged in order of scope so
that the first clrinn presented is the broadest. Where separate
speciesare claimed, the claims of like species should be grouped
together where possible and physically separated by drawing a
line between clrims or groups of claims. (Both of these provi-
sions may not be practical or possible where several species
claims depend from the same generic claing) Similarly, product
and process claims shonld be separately grouped. Such arringe-
ments are for the purpose of facilitting classification and
cxamination,

The form of ¢laim required in 37 CFR 1.75(c) is particularly
adapted for the description of improvement type inventions.
>8uch a claim<® is to be considered a combination ¢laim and
should be drafted with this thought in mind.

In drafiing claims in accordance with 37 CFR 1.75(¢), the
preambie is to be considered to positively and elcarly include all
the clements or steps vecited therein as a part of the claimed
combination.

@) Abstract of the Disclosure: (See 37 CIFR 1.72(b) and
>MPEP< § 608.01(b).)

OuathorDeclaration

(See 37 CFR 1,63, 1.68, >and< 1,69 %) Whercone ormore
previously filed foreign applications are cited or mentioned in
the oath or declaration, complete identifying datg, including the
application or serial number as well as the country and date of
filing, should he provided.

THE APPLICATION -

The specification must be fited or translated into the English
language and must be legibly typewritten,written or printed in
permanent ink or its equivalent in quality. See 37 CIFR 1.52 and
>MPEP< § 608.01.

The parts of the application may e included in a single
document,

Determination of completeness of an application is covered
in >MPEP< § 500,

The specification and oath or declaration are secured to-
gether in a file wrapper, bearing appropricte identifying data
including the serial number and filing date (>MPEP< § 717).

Note

Division applications >MP'EP< § 201.06,

Continuation applications >MPEP< § 201,07,

Reissue applications >MPLEP< § 1401,

Design applications, >MPEP< Chapter 1500

Plant applications, >MPEP< Chapter 1600,

A model, exhibit or specimen is not required as pagt of the
application as filed, although it may be required in the prosecu-
tion of the application (>37 CPFR<* 191-1.93, >MPEP §<

600 -3

601.01
608.03),

S7CER 1 .39, Papers of applivation with filing date wot 1o be returned.

Pagers in an application which has received a Giling date pursuant
tw § 153 will not be retumed for any purpose whatever, Il applicants
have not preserved copies of the papers, the Office will fumish copies
at the usual cost >of any application in which either the required basic
filing fee (§ 1.16) or the processing and retention fee (§ 1.21(0) has
been paid. See § 1.618 for returm of unauthorized and improper papers
in interferences.<.

Sce, however, >MPEP § 201.14¢) ande § 604.04().

The Patentand Trademark Office has initiated a program for
expediting newly filed application papers through pre-cxamina-
tion steps. This program requires the cooperation of applicants
in order to attain the desired result — a reduction in processing
time.

Therefore, alt applicants are requested to include a prelimi-
nary classification on newly filed patent applications. The pre-
liminary classification, preferably class and subclass designa-
tions, shoukd be identified in the upper right-hand corner of the
letter of transmittal accompanying the application papers, for
example “Proposed class 2, subelass 129."

This progran is voluntary amd the classification submitted
will be accepred as advisory in nature, The final class and
subclass assignment reniting the responsibility of the Office.

601.01 Complete Application [R-8]

I7CER 153 Serial number, filing date, and completion of applivation.

(1) Any application for a patent reccived in the Patent and Trade-
mark Office will be assigned a serial number for identification pur-
POses,

(b) The filing date of an application for patent is the date on which:
(1) A specification containing a description pursuant 1o § 1.71 and at
least one cluim pursuant to § 1.75; and (2) Any drawing required by §
1.81(a), are filed in the Patent and Trademark Office »in the name of
the actual inventor or inventors as required by § 1.41<. No new matter
may be introduced into an application after its filing date (§ 1.118).

(&) Il any application is filed without the specification or drawing
required by paragraph (b) of this section, applicant will be so notified
und given w lime period within which to submit the omitted specifica-
tion or drawing in order W obtain & filing date as of the date of filing of
such submission, I the omission is not corrected within the time period
sel, the application will be retarned or otherwise disposed of; the fee,
it submitted, will be refunded less a $%5>15<.00 handling fee.

() If an application which has been accorded a filing date pursuant
1o paragraph (b) of this section: does not include the appropriate filing
fee ar an aath or declaration by the applicant, applicant will be so
natified =, il & correspondence address has been provided, < and given
aperiod of time within which to file the fee, oath, or declaration and to
pay the surcharge as set forth in § 1.16(e) in order to prevent abandon-
ment of the application. >If the required filing fee is not timely paid, or
ifthe processing and retention fee set forthin § 1.21(0) is not paid within
one year of the date of mailing of $ie notification required by this para-
graph, the application will be disposed of. No copies will be provided
or certified by the Otfice of an application which has been disposed of
or in which neither the required basic (iling fee nor the processing and
retention fee has been paid.< The aotilication pursuant w this pare-
graph may be made simultancously with any notification pursuant
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paragraph () of this seetion, > v comespondence address is meluded
in the application, applicant has two months from the filing date to file
the lee, vath or declaration and to pay the surcharge as set forth in §
1. 16(e) ingrder o prevent abandonment of the application or one year
from the filing dute to pay the processing and retention {ee set forth in
§ 1.21(1) to prevent disposal of the application.<

{¢) An application for a patent will not be placed upon the files for
examination until all its required parts, complying with the rules
relating thereto, are received, exeept that certain minor informalitics
may be waived subject to subsequent correction whenever required.

(1) The filing date of an international application designating she
United States of America shall be treated as the filing date in the United
States of America under PCT Article 11(3), except as provided in 35
U.S.C.102(e)

>37 CI'R<* 1.53 relates to application seriat numbers, fiting
dates and completion of applications. >37 CFR <* 1.53(a)
indicates thata serial numberis assigned toany filed application
for identification purposes, even if the application is incomplete
or informal, >37 CFR <* 1,53(b) provides that a filing date is
assigned to an application as of the date a specification contain-
ing a description and claim and any required drawing >and the
names of all inventors< are filed in the Patent and Trademark
Office. >Failure to meet any of the requirements in 37 CFR
1.53(b) will result in the application being denied a filing date.
The fiting date to be accorded such an application is the date on
which all of the requirecments of 37 CFR 1.53(b) arc met.<
Although the filing fee and oath or declaration can be submitted
later, no amendments can be made to the specification or
drawings which will introduce new matter. This practice is
authorized by 35 U.S.C. 11 Lasamended by Pub. L.. 97-247. 537
CFR<* 1.53(c) provides for notifying applicant of any applica-
tion incomplete because the specification or drawing is missing
and giving the applicant a time period to correct any omission,
>Applicant will also be notified if all the inventors arc not
named, such as by the use of "ct al.”.< If the emission is not
correeted within the time period given, the application will be
returnced or otherwise disposed of and a handling fee of
$*>15<.00 will be retained from any refund of a filing fee, >37
CFR< *1.53(d) provides that, where a filing date has been
assigned o a fited specification and drawing, the applicant will
be notified >if a correspondence address has been provided<
and be given a period of time in which to file the missing fee,
oath or declaration and to pay the surcharge due >in order (0
prevent abandonment of the application<. The time period
usually set is one month from the date of notification by the
Palent and Trademark Office, but in no case less than two
months after the date ol filing of (he application. >This time
period is subject to the provisions of 37 CFR 1.136(a).

I the required basic filing fee is not timely paid, or the proc-
cssing and retention fee set forth in 37 CFR 1L21{1) is not paid
within on¢ year of the date of mailing of the notification, the
application will be disposed of. No copies will be provided or
certificd by the Office of an application which has been disposed
of or in whi¢h ncither the required basic filing fee nor the
processing and retention fee has been paid. The notilicaton
under 37 CFR 1.53(d) may be made simuliancously with any
notification pursuant (o paragrapiv(c) of 37 CIFR 1.53. Il nocor-
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respondence address is included in the application, apphicam
has two months from the filing date to file the fee, oath or
declaeation and o pay the sarcharge as set fonh in 37 CFR
L.16(e) in onder 10 prevent abandonment of the application or
one year from the filing date to pay the processing and retention
fee set torth in 37 CFR 1.21(0) to prevent disposal of the
application, 37 CFR< * 1.53(c) indicates that a patent applica-
tion will not be forwarded for examination on the merits until all
required parts have beenreccived. >37 CFR<* 1.53(1) indicates
that international applications filed under the Patent Coopera-
tion Treaty which designate the United States of America are
considered to have aUnited States fiting date under PCT Anticle
11(3), except as provided in 35 U.S.C. 102(e), on the date the
requirements of PCT Article 11(1) (i) to (iii) arc met.

Effective February 27, 1983, in accordance with (he provi-
sions of >35< U.S.C. 111 and 37 CFR 1.53(b), a filing date is
granted 1o an application for patent, which includes at least a
specification containing a description pursuant to 37 CFR 1.71
andat lcastonc claim pursuant 10 37CFR 1.75, and any drawing
referred to in the specification or required by 37 CFR 1.81(a),
which is filed in the Patent and Trademark Office and which
names the actual inventor or inventors pursuant to 37 CFR
1.4 1(a). If an application which has been accorded a filing date
does notinclude the appropriate filing fee or oath or declaration,
applicant will be so notified and given a period of time within
which to file the missing parts to complete the application and
Lo pay the surcharge as sct forth in 37 CFR 1.16(c) in order to
prevent abandonment of the application.

> Applicants should submit a copy of the notice(s) Lo file
missing parts and the notice(s) ol incomplete applications with
the response submitted Lo the Patent and Trademark Office. Ap-
plicants should also include the application serial number on all
correspondence 1o the Office. These measures will aid the
Office in matching papers to applications, therchy expediting
the processing of applications.<

Inorder for the Office to so notifly the applicant, a correspon-
dence address must also be provided >in<* the application, The
address may be different from the Post Office address of the
applicant, For cxample, the address of applicant’s registered
attorney or agent may be used as the correspondence address. If
applicant fails to provide the Office with a correspondence
address, the Office will be unable to provide applicant with
notification tocomplete the application and o pay the surcharge
as sct forth in 37 CFR 1.16(¢). In such a case, applicant will be
considercd to have constructive notice as of the filing date that
the application must be completed and >37 CFR 1.53(d) gives<
applicant ** two months from the {iling datc in which to do so
belore abandonment occurs,

>The oath or declaration filed in response 1o such a notice
under 37 CFR 1,53(d) must be excented by the inventors named
on filingunless a petition for correction of inventorship comply-
ing with 37 CFR 1,48 is filed within the tiree period set.<

The oath or declaration filed in response 10 such a notice
must identify the specification and any amendment filed with
the specification >which is intended to be part of the original
disclosure<. I an amendment is filed with the oath or declara-
tion filed after the filing date of the application, it may be

600 -4




PARTS, FORM AND CONTENT OF APPLICATION

identificd in the oath o declaration but may not include new
matier. No new matier may be included after the filing date of
the application. Sce >MPEP< § 608.04(b). If the oath or decla-
ration impeoperly refers to an amendment containing new
matter, & supplemental oath or declaration will be required
pursuant to 37 CFR 1.67(b) >deleting the reference to the
amendment containing new matter. If an amendment is filed on
the same day that the application filed under 37CFR 1.53 is filed
and is referred to in the original oath or declaration filed with or
after the application, it constitutes a part of the original applica-
tion papers and the question of new matter is not considercd.
Similarly, if the application papers are altered prior to execution
of the oath or declaration and the filing of the application, new
matter is not a consideration since the alteration is considered as
part of the original disclosure.

>Anamendment which adds additional disclosure filed with
a request for a continuation-in-part application under 37 CFR
1.62 is automatically considered a part of the original disclosure
of the application by virtuc of the rule. Therefore, the oath or
declaration filed in such an application must identify theamend-
ment adding additional disclosurcas one of the papers which the
inventor(s) has "revicwed and understands” in order to comply
with 37 CFR 1.63. If the original oath or declaration submitted
in a continuation-in-part application filed under 37 CFR 1.62
docs not contain a reference to the amendment filed with the
request for an application under 37 CFR 1.62, the examiner must
require a supplemental oath or declaration referring to the
amendment,<

37CFR<* 1,63 ** requires that an oath or declaration “iden-
tify the specification to which it is dirccted.” Since filing dates
are now granicd on applications with the oath or declaration
being filed later with a surcharge, the question has arisen as (o
what information must be supplied in the oath or declaration to
identify the specification to which it is directed and to comply
with the rule.

The declaration form suggested by the Office includes
spacces for filling in the names of the inventors, title of invention,
application serial number, filing date, forcign priority applica-
tion information and United States priority application informa-
tion. While this information should be provided, it is not
essential that all of these spaces be filled in in order to
adequately identify the specification in compliance with 37
CFR 1.63.

The following combinations of information supplicd in an

601.01

oath or declaration are acceptable as minimums for identifying
& specification:
(1) name of inventor and application scrial number;
(2) name of inventor, attorney docket number which
was on the application as filed, and filing dute of the
application;
3) name of inventor, title of invention and filing date;
(4) name of inventor, title of invention and refercnce to
a specification which is attached to the oath or declaration
at the time of exccution and filed with the oath or declara-
tion; or
(5) name of inventor, title of invention and a statcment
by a registered attomney or agent that the application filed
in the PTQ is the application which the inventor executed
by signing the oath or declaration.

If the oath or declaration is filed with an “attached” <pecifi-
cation as indicated in item (4) above, it must be accompanicd by
a statement that the “attached™ specification is a copy of the
specification and any amendments thercto which were filed in
the Office in order 1o obtain a filing date for the application.
Such statement must be a verified staicment if made by a person
not registered to practice before the Office.

Oaths or declarations which do not meet the requircments
sct forth above will not be accepted as complying with 37 CFR
1.63 for completing an application. Any variance from the
above guidelines will only be considered upon the filing of a
petition for waiver of the rules under 37 CFR 1.183 accompa-
nied by a petition fee (37 CFR 1.17¢h)). Supplemental oaths or
declarations in accordance with 37 CFR 1.67 will be required
in applications in which the oaths or declarations are not com-
pletely filled in but contain sufficient information to identify the
specifications 1o which they apply as detailed above.

The periods of time within which applicant must complete
the application may be extended under the provisions of 37 CFR
1.136. Applications which arc notcompleted in atimely manncer
will be abandoned.

The >following< forms used by Application >Branch< to
notify applicants of defects are reproduced on the following
pages. “Notice to File Missing Parts of Application - Filing Date
Granted™ form PTQ-1533; “Notice to File Missing Parts of
Application - No Filing Date **; form PTO-1532, “Notice of
Informal Application™ form PTO-152; “Notice of Incomplcte
Application”, form PTO-1123, and “Notice of Incomplcte
Application filed Pursuant to 37 CFR 1.60"* form PT0-1534<,
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URITED BTATEC DEPARTIMMENT OF COMMERCE

Betent ond Yrademerh Oifice
bojdrens  COMMISHIONER OF PATENTS AND TRADEMARKS
Washigroa, BE 2020
T $1851 NARED APPLIC AN T Tavvoncuine
DATE MAILED

NOTICE TO FILE MISSING PARTS OF APPLICATION—~
FILING DATE GRANTED

A filing date has been granted to this application. However, the following parts are missing.

If ail missing parts are filed within the period set below. the totel amount owed by applicant as &
O large entity. 1 emall entity (verified statement filed), is §

1. © The statutory basic filing fee is: O missing. O insufficient. Applicant se & O large entity,
C small entity, must submit § to complete the basic filing fee and MUST ALSO SUBMIT
THE SURCHARGE AS INDICATED BELOW.

2. O Additional claim fees of § . a6 & O large entity, O small entity, including any required
multiple dependent clzim fee. are required. Applicant must submit the additional claim
fees or cancel the additional claims for which fees are due. NO SURCHARGE 1S REQUIRED
FOR THIS ITEM.

3. D The oath or declaration:

T is missing.

O does not cover items omitted at the time of execution.

Ar oath or declaration in compliance with 37 CFR 1.63, identifying the application by the
above Serial Number and Filing Date is required. A SURCHARGE MUST ALSO BE
SUBMITTED AS INDICATED BELOW.

4. = The aath or declaration does not identify the spplication to which it applies. An oath or
declaration in compliance with 37 CFR 1.6 identifying the application by the above
Serial Number and Filing Date is required. A SURCHARGE MUST ALSC BE SUBMITTED
AS INDICATED BELOW.

5. C The signature to the oath or declaration is: O missing; 3 a reproduction; O by & person
other than the inventor or a person qualified under 37 CFR 1.42, 143, or 1.47. A properly
signed oath or declaration in compliance with 37 CFR 1,63, identifying the application by
the above Serial Number end Filing Date is required. A SURCHARGE MUST ALSO BE
SUBMITTED AS INDICATED BELOW,

6. C The signature of the following joint inventor(s) is missing from the oath or declaration:

Applicent(s) should provide, if possible an oath or declaration
signed by the omitted inventor(s), identifying this epplication by the above Serial Number
nl;‘dl (P;uinu Date. A SURCHARGE MUST ALSO BE SUBMITTED AS INDICATED
BELOW.

7. T The application was filed in a languege other than English. Applicant muet file & verified
English translation of the epplication and e fee of $26.00 under 37 CFR 1.17(k), unlese this
fee has elready been paid NO SURCHARGE UNDER 37 CFR 1.16(e} IS REQUIRED FOR
THIS ITEM.

8. [0 A$20.00 processing fee is required for veturned checks, (37 CFR1.21(m)).

8. O Your filing receipt was mailed in error because check was returned.
10. O Other:

A Serial Number end Filing Date have been assigned to this application. However, to aveid
abandonment under 37 CFR 1.53(d), the missing parte and fees identified above in items 1 and
3-8 must be timely provided ALONG WITH THE PAYMENT OF A SURCHARGE OF $110.00
for large entities or $55.00 for small entities who have filed & verified statement ciaiminlg such
status, The aurcharge is set forth in 37 CFR 1.16(e). Applicent is given ONE MONTH FROM
THE DATE OF THIS LETTER, OR TWO MONTHS FROM 'IGHE FILING DATE of this
applicetion, WHICHEVER IS LATER, within which to file ell missing parts end pey any fees.
Extensions of time mey be obtained by filing a petition accompenied by the extension fee under
the provisions of 37 CFR 1.136(a).

Direct the response to, and any guestions about, this notice to the undersigned, Attention:
Application Brench .

A copy of this notice MUST be returned with response.

For Office Ve Orly

O 102 L 202
For: Manager, Application Branch 010 O 202
{703) 857-3254 D104 204

00 0 206

FORIE FTO M IREY 00 OFEICE COPY
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PARTS, FORM AND CONTENT OF APPLICATION 601.01

URITED BYATES SEPARTMENT OF COMMERCE

| samsmwvmsgen | vamabAv | Y BAMED APFLTANT | avwv socasT a0 |

DATE MAILED:

NOTICE TO FILE MISSING PARTS OF APPLICATION~
NQ FILING DATE

(Attachment to Form PT0-1123)

In order to avoid payment by applicant of the surcharge required if items 1 n.nd.3-8 are filed after
the filing date the following items are also brought w applicant’s attention et this time.

If el! missing perts of this form and on the “Notice of incomplete Application™ are filed together,

the total amount owed by applicent as & C) large entity O emall entity (verified etatement filed)

is$ .

1. O The statutory basic filing fee is: [J missing O insufficient. Applicant es a [J large entity O
small entity must submit $ to complete the basic filing fee end MUST ALSC SUBMIT
THE SURCHARGE, IF REQUIRED, AS INDICATED BELOW.

2. 0O Additional claim fees of $ as 8 O large entity, 0O emall entity, including any required
multiple dependent claim fee, are required. Applicant must submit the additional claim
fees or cancel the additional claims for which fees are due. NO SURCHARGE 1S REQUIRED
FOR THIS ITEM.

3. O The ogth or declaration:

(1 is missing.
G does not cover iteras required on the “Notice of Incomplete Application”.
An osth or declaration in compliance with 37 CFR 1.63, referring to the above Serial

Number and Receipt Date is required. A SURCHARGE, IF REQUIRED, MUST ALSO BE
SUBMITTED AS INDICATED BELOW.

4. (J The oath or declaration does not identify the application to which it applies. An oath or
declaration in compliance with 37 CFR 1.63, identifying the application by the sbove
Serial Number and Receipt Date ie required. A SURCHARGE, IF REQUIRED, MUST
ALSO BE SUBMITTED AS INDICATED BELOW.

§. [ The signature to the oath or declaration is: ) missing: [J & reproduction; O by & person other
then the inventor or a person qualified under 37 CFR 1.42, 1,43, or 1.47. A properly signed
vath or declaration in complience with 37 CFR 1.83, referring to the above Serial Number
and Recipt Date is required. A SURCHARGE, MUST ALSO BE SUBMITTED AS
INDICATED BELOW.,

6. 1) The signature of the following joint inventor(s) is missing from the oath or declaration:
Applicant(s) should provide, if possible, an oath or declaration
signed by the omitted inventor(s). identifying this application by the above Serial Number
and Receipt Date. A SURCHARGE, IF REQUIRED, MUST ALSO BE SUBMITTED AS
INDICATED BELOW.

7. O A $20.00 processing fee ia required for returned checks. (37 CFR 1.21(m)).

8. O Gther:

Required items 1-7 above SHOULD be filed, if possible, with eny items required on the “Notice
of Incomplete Application” enclosed with this form. If concurrent filing of all required iteme is
not possible, items 1-7 above must be filed no later than two months from the filing date of this
application. The filing date will be the date of receipt of the items required on the “Notice of
Incomplete Application.” If items | and 3-6 sbove are submitted after the filing date, THE
PAYMENT OF A SURCHARGE OF $110.00 for large entities, or $55.00 for emall entities who
have filed a verified statement claiming such status, is required. (37 CFR 1.16{e}).

Applicant must file all the required items 1-7 indicated above within two monthes from any filing
date granted to avoid abandonment. Extensions of time may be obtained by filing & petition
accompanivd by the extension fee under the provisions of 37 CFR 1.136(a).

Direct the response to, and any queations about, this notice to the underaigned, Attention:
Application Branch.

A copy of this notice MUST be . ‘turned with response.

For Office Use Culy

0 we 0 202
For: Manager, Application Branch 0163 1 203
(703) 657-3254 0104 D 204
FORM PTO.1630 (REV 160 OFFICE COPY D 0=
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BARAL NUMGER | pusapats | HIROT WAED APPUCANT | anw pacerves

DATE WAILED:

NOTICE OF INFORMAL APPLICATION

(Attechmsent to Office Actionr)

This application does not conform with the rules governing epplicatione for the reason(e)
checked below. The period within which to correct these requirements and avoid abandonment
is set in the accompenying Office action.

A. A new cath or declaration, identifying thie spplication by the serial number and filing date is
required. The oath or declaration doee not comply with 37 CFR 1.63 in that it:

;o W e
0o0o0oog

10. O
1.0

12.0

was not executed in accordance with either 37 CFR 1.66 or 1.68.

does not identify the city and state or foreign country of residence of each inventor.

does not identify the citizenship of each inventor,

does not state whether the inventor is a sole or joint inventor.

does not state that the person making the oath or declaration:

O hae reviewed and understands the contents of the specification, including the

cleims, as amended by any amendment specifically referred to in the oath or
declaration.

. O believes the named inventor or inventors to be the original and first inventor or

inventors of the subject matter which is claimed and for which & patent is sought.

. D ecknowledges the duty to disclose information which is material to the examination

of the application in accordance with 37 CFR 1.66(a).

does not identify the foreign application for patent or inventor's certificate on which
priority is claimed pureuant to 37 CFR 1.55, and any foreign application having a filing
date before that of the epplication on which priority is claimed, by epecifying the
epplication serial number, country, day, month, end year of its filing,

does not state that the person making the oath or declaration acknowledges the duty to
disclose material informetion es defined in 37 CFR 1.56(a) which occurred between
the filing date of the prior application and filing date of the continuation-in-part
application which discloses and claims subject matter in addition to that disclosed in
the prior application (37 CFR 1.63(d)).

does not include the date of ezecution,

does not use permanent ink, or its equivalent in quality, ae required under 37 CFR
1.52(a) for the: O signature O oath/declaration.

contains non-initialed alterations (See 37 CFR 1.52(c) and 1.56).

does not contsin the cieuse regarding “willful felee statements..” as required by 37
CFR 1.68.

Other:

B. Applicent is required to provide:

1.0

2.0
.0
4.0

5.0

6.0

A statement signed by applicant giving his or her complete name. A full neme muat
include &t least one given name without abbreviation es required by 37 CFR 1.41(a).

Proof of authority of the legal representative under 37 CFR 1.44.
An gbatract in compliance with 37 CFR 1.72(b).

& statement signed by applicant giving his or her complete post office sddress (37 CFR
1.33(e)).

A capy of the specification written typed, or printed in permanent ink, or s equivelent in
quality as required by 37 CFR 1.52(a).

Other:

WO PO \88 BBV e 8Dy




UNITED BYATES DEPARTMENT OF COMME
Patent m vm@mm Oitlas
CAud % ‘:mm AND TRADEMARKS

I “etmns muomn | tumooave | 1057 AL D HPOYICANT | aviv gatssien |

DATE MAILED

Notice of Incomplete Application

A filing date has NOT been assigned to the above identified application papers for the reason(s)
shown below.

1. O The specification (description and claims):
&. O is missing
b. O has pages_......_missing.
¢. O does not include a written description of the invention.
d. O does not include at least one claim in compliance with 35 U.S.C. 112.

A complete specification in compliance with 35 U.S.C. 112 is required.

204 gmwing of Figure(s) . described in the specification is required in compliance with 35
U.S.C. 111

3. O A drawing of applicant’s invention is required since it iz necessary for the understanding of
the subject matter of the invention in compliance with 35 U.S.C. 113.

4. O The inventor's name(s) is missing. The full names of all inventors are reqmred in compliance
with 37 CFR 1.41.

5. O Other®

All of the above-noted omissions, unless otherwise indicated, must be submitted within TWO
MONTHS of the date of this notice or the application will be returned or otherwise disposed of.
Any fee which has been submitted will be refunded less a $15.00 handling fee. See 37 CFR 1.53(c).

The filing date will be the date of receipt of all the items required above, unless otherwise
indicated. Any assertions that the items required above were submitted, or are not necessary for
a filing date, raust be by way of a petition directed to the attention of the Office of the Assistant
Commissioner for Patents accompanied by the $140.00 petition fee (37 CFR 1.17(h)). If the
p}c‘atition alleges that no defect exists, a request for refund of the petition fee may be included in
the petition.

BDirectht.he response to, and questions about, this notice to the undersigned, Attention: Application
ranch.

A copy of this notice MUST be returned with response.

Enclosed:

1 “General Information Concerning Patents”. See page .
O Copy of a patent to assist applicant in making corrections.

O ‘('jl?otice to File Missing Parts of Application™, Form PT(-1532.
D Other:

For: Manager, Application Branch
{703) 5573254

POEN PTOVLZ (ZEV. T2D QFFICE COPY
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URITED BTAYES DEPARTMENT OF COMIMERCE
Pecant and Tradomark Glfles
hgarees COMM MER OF PATENTE AND TRADEMARKS
Weshingian, DE 0231
| semmeuwsen | rewmooen | BIRET BAMED OB ICANT | anv sacstveo ||
OATE MAILED

Notice of Incomplete Application Filed Pureuant to
37 CFR 1.60

A filing date has NOT been assigned since 37 CFR 1.60 has not been complied with for the
reason(s) indicated below:

1.0 A copy of the specification (description and claims) filed in the parent application:
&. 1 is missing.
b. O has page(s)....—.missing.
c. O has the description of the invention missing.
d. O has claim(s)— .. missing.

2. O A copy of the oath or declaration filed in the parent application is missing.

3. O The copy of the oath or declaration filed does not show applicant(s) signature or an
indication on the oath or declaration that it was signed.

4. O A copy of the drawings as filed in the parent application is missing.

5. 0 A copy of any amendments referred to in the oath or declaration filed to complete the
parent application is misging.

6. O A statement that the application papers filed are a true copy of the prior application end
that no amendments referred to in the oath or decleration filed to complete the prior
applicstion introduced new matter therein is missing. Such statement must be by the
applicant or applicant's attorney or agent and must be & verified statement if made by e
person not registered to practice before the United States Patent and Trademark Office.

7.0 Other:

The filing date will be the date of receipt of the items required above unless otherwise indicated.
Any assertions that the items required above were submitted or are not necessary for a filing date
must he by way of a petition directed to the attention of the Office of the Assistant Commissioner
for Patents. Any such petition must be accompanied by the $140.00 petition fee {37 CFR
1.17(h)). If the petition alleges that no defect exists, a request for refund of the petition fee may
be included in the petition.

All of the above-noted omissions must be submitted within TWO MONTHS of the date of this
notice or the application will be returned upon request or atherwise disposed of.

Direct the response to, and questions about, this notice to the undersigned, Attention: Application
Branch.

A copy of this notice MUST be returned with response.

For: Manager, Application Branch
(703) 557-3254

FORM PT0 1ide WEY &N OFFICE COPY
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PARTS, FORM AND CONTENT OQF APPLICATION

601.02 Power of Attorney or Authorization
of Agent [R-8)

The attorney's or agent’s full post office address (inclnding
ZIP code number) must be given in every power of storacy or
avthority of agent. The telephone number of the atorney or
agentshould also beincluded in the power. The promptdelivery
of communications will thereby be facilitated.

Usuatly a power of auorney or authorization of agent is in-
corporated in the oath or declaration form. (Sce >MPEP< §
402%*)

601.03 Change of Correspondence Address
[R-8]

0

Where an attorney or agent of record (or applicant, if he >or
she< is prosecuting >the<* application pro sc) changes his or
her correspondence address, he or she is responsible for
promptly notifying the Patentand Trademark Office of >the<**
new correspondence address (including Z1P Code number). The
notification should also include his or her telephone number.,

A separate notification must be filed in cach application for
which >a person< ** is intended to receive coninunications
from the Office. In those instances where a change in the
correspondence address of a registered attorney or agent is
necessary in a plurality of applications, the notification filed in
cach application may be a reproduction of a properly exccuied,
original notification, The original notice may be sent to the
Office of >Enrollment and Discipline<** as notification to the
Auorney’s Roster of the change of address, or may be filed in
onc of the applications affected, provided that the notice in-
cludes an authorization for the public to inspect and copy the
original notice in the event onc of the applications containing a
copy matures into a patent and the application containing the
original paper is cither pending or has become.abandoned. The
copies submitied in cach alfected application must identify
where the original paper is located.

See>MPEP< §711.03(c) for treatmentof petitions lo revive
applications abandoned as a consequence of failure to timely
reccive an Office action addressed o the old correspondence
address.

The > required < notification >ol change of correspondence
address<* need take no particular form. However, it should be
provided in a manner calling attention 1o the fact that a change
of address is being made, Thus, the mere inclusion, in a paper
heing filed for another purpose, of an address which is different
from the previously provided correspondence address, without
mention of the fact that an address change s being made would
notordinarily be recognized ordeemed as instructions tochange
the address on the lile record.

The obligation (sce 37 CFR >10.11<) of a registered attor-
ney or agent 1o notify the Attorney’s Roster by letter of any
change of his >or her< address for entry on the register, is
separate from the obligation to file anotice of change of address
filed in individual applications, Sce >MPEP< § 402.

600 - 11
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601.04 National Stage Reguirements of the
United States as a Designated
Office {R-8]

>Sce MPEP Chapier 1800, especially MPEP §§ 1898.07(a)
- 1898.08(a) for requirements for eatry into the national stage
hefore the Designated Office or Elected Office under the Patent
Cooperation Treaty (PCT).<** :

602 Original Oath or Declaration [R-8]

35 US.C. 25, Declaration in licu of oath.

(a) The Coun. .ssioner may by rule prescribwe that any document to
be filed in the Patent and Trademark Office and which is required by
any law, rule, or other regulation to be under oath may be subscribed
o by a written declaration in such form as the Commissioner may
prescribe, such declaration to be in lieu of the oath otherwise required.

(b) Whenever such written declaration is used, the document must
warn the declarant thar willful false stalements and the like are
punishable by fine or imprisonment, or both (18 U.S.C. 1001).

35 US.C. 26. Effect of defective execution.

Any document to be filed in the Patent and Trademark Office and
which is required by any law, rule, or other regulation to be executed
in a specified manner may be provisionally aceepted by the Commis-
sioner despite a defective execution, provided a properly executed
document is submitted within such time as may be prescribed.

35US.C. 115 Oath of the applicans.

The applicant shall make oath that he believes himself to be the
original and first inventor of the process, machine, manufacture, or
composition of matter, or improvement thereof, for which he solicits a
patent; and shall state of what country he is a citizen. Such oath may be
made before any person within the United States authorized by law to
administer oaths, or, when made in a foreign country, belore any
diplomatic or consular officer of the United States authorized 10
administer ouths, or before any officer having an official scal and
authorized to administer oaths in the foreign country in which the
applicantmay be, whose nuthority *>is< proved by certificate of a dip-
lomatic or consular officer of the United Siates, or apostille of an
official designated by a foreign country which, by treaty or convention,
accords like effect to apostilles of designated officials in the United
States. Such oath is valid il it complies with the laws ol the state or
country where made. When the application is made as provided in the
title by a person other than the inventor, the oath may be so varied in
form that it can be made by him,

37 CFR 1.63 Oath or declaration.
(n) An oath or declaration filed under § 1.51(a)(2) as a part of an
application must:
(1) Re executed in accordance with either § 1.66 or §1.68;
(2) Identify the specification to which it is directed;
(3) ldentify cach inventor and the residence and country of citi-
zenship of cach inventor; and
(4) Sune whether the inventor is a sole or joint inventor of the
invention claimed.
(b) In addition 10 mecting the requirements ol paragraph (a), the
oath or declaration must state that the person making the oath or
declaration:

Rev 8, May 1988
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(1) Has reverwid and understands the contents of the specifica-
tion, mcluding veeclgging, as amended by any amendment specifically
referred toin the oath or declaration;

(2) Believesthe named inventor or inventors o be the original and
first inventor or inventors of the subjectmatter which is claimed and for
which a patent is sought; and

(3) Acknowledges the duty to disclose information which is
material 1o the examination of the application in accordance with §
1.56(a).

(¢) In addition 10 meeting the requirements of paragraphs (a) and
(b) of this section, the oath or declaration in any application in which
a claim for foreign priority is made pursuant to § 1.55 mustidentify the
foreign application for patentor inventor's certificate on which priority
is claimed, and any foreign application having a filing date before that
of the application on which priority is claimed, by specifying the appli-
cation number, country, day, month and year of its filing.

(d) In any continuation-in-part application filed under the condi-
tions specified in 35 U.S.C. 120 which discloses and claims subject
matier in addition to that disclosed in the prior copending application,
the oath or declaration must also state that the person making the oath
or declaration acknowledges the duty to disclose material information
as defined in § 1.56(a) which oceurred between the filing date of the
prior application and the national or PCT intemational filing date of the
continuation-in-part application.

37 CFR 1.68 Declaration in liew of oath.

Any document to be filed in the Patent and Trademark Office and
which is required by any law, rule, or other regulation to be under oath
may be subscribed to by a written declaration *¥*, Such declaration may
be used in licu of the oath otherwise required, if, and only if, the
declarant is on the sanie document, warned that willful false statements
and the like are punishable by fine or imprisonment, or both (18 U.S.C.
1001) and may jeopardize the validity of the application or any patent
issuing thercon. The declarant must set forth in the body of the
declaration that all statements made of >the declarant’s< * own
knowledge are true and that all statements made on information and
belief are believed to be true.

18 US.C. 1001, Statements or entries generally.

Whoever, in any matter within the jurisdiction of any deparument
or agency of the United States knowingly and willfully falsifies,
conceals, or covers up by any trick, scheme, or device a maerial fact,
or makes any fulse, fictitious or fraudulent statements or representa-
tions, or makes or uses any fulse writing or document knowing the same
to contain any false, fictitious or fraudulent statement or entry, shall be
fined not more than $10,000 or imprisoned not more than five years, or
both.

>STATUTORY DECLARATIONS

2atent and Trademark Office personnel are authorized to
accepta statutory declaration under 28 U.S.C. 1746 filed in the
Patent and Trademark Office in licu of an "oath” or declaration
under 35 U.S.C. 25and 37 CPFR 1.68, provided that the statutory
declaration otherwise complies witl the requirements of law.,

Sectiony 1746 of Title 28 of the United States Code provides:

!

Whenever, under any law of the United States or under any ruie,
regulation, order, or requirement made pursuant to law, any matter s
required to be supported, evidenced, established, or proved by swom
declaration, verification, certificate, statement, oath or affidavit, in
writing of the person making the same (other than a deposition, or an

Rev 8, May 1988
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oath of office, or an oath required to be taken before 2 specified official
other than a notary public ), such mattes may, with lik e foree and effecs,
be supporied, evidenced, established, or proved by the unsworn decla-
ration, centificate, verification, or statement, i1 writing of such person
which is subscribed by him, as true andur penalty of perjury, anddated,
in substantislly the following form:

{1} I executed without the Uniied States:

"Ideclare (or certify, verify, or state) under penalty of perjury under
the laws of the United States of America that the foregoing is true and
correct. Executed on (date).

(Signature).”

(2) If exceuted within the Uniied States its territories, possessions,
or commonweilths:

"I declare {or certify, verify, or state) under penalty of perjury that
the foregoing is true and correct. Executed on (date).

(Signature)."<

Qaths and declarations submitted in applications filed after
May 1, 1975 must make reference to applications for invenior's
certificatcson which priority isclaimed and any filed prior tothe
filing date of an application on which priority is claimed.

A >37 CFR<* 1.68 declaration need not be ribboned to the
other papers, cven if signed in a country forcign to the United
States. When a declaration is used, it is unnecessary (o appear
before any official in connection with the making of the decla-
ration. It must, however, since it is an inicgral part of the
application, be maintained together therewith.

By statute, 35 U.S.C. 25, the Commissioncer has been em-
powered to prescribe instances when a writien declaration may
be aceepted in licu of the oath for “any document to be filed in
the Patent and Trademark Office”.

The filing of a written declaration is acceptable in licu of an
original application oath that is informal.

** I all forcign applications have been filed within twelve
months of the U.S. filing date, >applicant<** is requircd only
to recite the first such foreign application of which priority is
claimed, and it should be clear that the foreign application
referred to s the first filed forcign application. The applicant is
required to recite all forcign applications filed prior to the
application on which priority is claimed. It is *>required< 0
give the foreign scrial number >and name of the country or
officc in which filed,< as well as the filing date of the first filed
forcign application.

In the oath, the jurat must be filled out, and the word “sole”
or “only” must appear if there is but one inventor, and “joint” if
two or more inventors,

When jointinventors exccute separatc oaths or declarations,
rach oath or declaration should make reference to the fact that
the affiant is a joint inventor together with cach of the other
inventors indicating them by name. This may be done by stating
that he or she does verily believe himsell or herself to be the
original, first and joint inventor together with*Aor A & B, cie.”
as the facts may be.

A scalisusually impressed on an oath. Sce >MPEP< §§ 604
and 604,01 and 37 CIFR 1.66. However oaths exccuted in many
states including Alabama, Louisiana, Maryland, Massachu-
sctts, New Jersey, New York, Rhode Istaid, South Carolina and
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‘PARTS, FORM AND CONTENT OF APPLICATION

Virginiit need not be impressed with a scal,

11 claim is presented for matter not originally claimed or
embraced in the original statement of invention in the specifica-
tionasupplemental oath or declaration isrequired, 37CFR 1.67,
>MPEP< § 603,

>The following form paragraphs may be used 1o indicaie
crrors in the oath or declaration,

§ 6.05 Oath or Declaration Defective
The oath or declaration is defective. A new oath or declaration in
compliznce with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is requived. See MPEP 602.01 and 602.02,
The oath or declaration is defective because:

Examiner Note:

1.One or more of the appropriate paragraphs 6.05.1 10 6.05.17 must
follow this paragraph. :

2. ' none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

¥ 6.05 4 Sole or Joint Designation Omitted
It does not state whether the inventor is a sole or joint inventor of
the invention claimed.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

76,055 “Reviewed and Understands” Statement Omitted

1t does not state that the person making the oath or declaration has
reviewed and undersiands the contents of the specification, including
claims, as amended by any amendment specifically referred to in the
oath or declaration.

Examiner Note:
This paragraph must be preceded by paragraph 6,05,

§6.05.6 Original and First Omitted

[t does not state that the person making the oath or declaration
believes the named inventor or inventors to be the original and first
inventor or inventors of the subject matter which is claimed and for
which a patent is sought.

Examiner Note:
This paragraph must be preceded by paragraph 6,05,

§6.05.7 Duty of Disclosure Omitted

It does not state that the person making the oath or declaration
acknowledges the duty to disclose information which is material to the
examination of the application in accordance with 37 CFR 1.56(a).

Fxaminer Note:
This paragraph nust be preceded by paragraph 6.035.

§6.05.8 ldentification of Foreign Applications Omitted

1t does not identily the foreign application for patent or inventor's
cettificate on which priority is claimed pursuimt to 37 CFR 1,55, and
any foreign application having a date before that of the application on
which priority is claimed, by specifying the application number,
country, day, month and year of filing.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.
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§6.05.9 Bty 1o Disclose in C-1-P Omitted

It does not state thit the person making the vath or declaration in
a continuation-in-part application {iled under the conditions specificd
in 35 U.8.C. 120 which discloses and claims subject matier in addition
to that disclosed in the prior copending application, acknowledges the
duty to disclose material information as defined in 37 CFR 1.56(a)
which occurred between the filing date of the prior application and the
national or PCT international filing date of the continuation-in-part
application.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

§ 6.05.15 Not in Permanent Ink
The[1) is not in permanent ink, or its equivalent in quality, as
required under 37 CFR 1.52(a).

Ixaminer Note:
1. In bracket 1, insert cithier signature or cath/declaration.
2. This paragraph must be preceded by paragraph 6.05.
3.1If other portions of the disclosure are not in permanent ink, use
paragraph 6.32.

§ 6.05.16 Non-Initialed Alierations
Non-initialed alterations have been made o the oath or declaration
(see 37 CFR 1.52(c) and 1.57).

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

§ 6.05.17 Declaration Clause Omitted
The clause regarding “willful false statements ..." required by 37
CFR 1.68 has been omitted.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.<

602.01 Oath Cannot Be Amended [R-8]

The wording of an oath or declaration cannot be amended,
altered or changed in any manner after it has been signed. 1f the
wording is not correct or i alt of the required aflirmations have
not been made or if ithas not been properly subscribed o, ancw
oath or declaration must be required. However, in some cases &
deficicncy in the oath or declaration can be corrected by a
supplemental paper and a new oath or declaration is not neces-
sary.

For example, if the oath docs not sct forth evidence that the
notary was acting within his or her jurisdiction at the time he or
she adminisicred the oath, acertificate of the notary that the oath
was taken within his or her jurisdiction will correct the defi-
ciency. See >MPEP< §§ 602 and 604.02,

Applicant may be so advised by using Formi Paragraph 6.03,

7 6.03 Oath, Declaration Cannot Be Amended

A new oath or declaration is required because | 1], The wording of
an oath or declaration cannot be amended. If the wording is not correct
orif all of the required affirmations have not been made or if ithas nat
Dbeen properly subscribed to, a new oath or declaration is required. The
new oath or declarstion must properly identify the application of which
it is to form a pan, preferably by Serial Number and filing dute in the
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hody of the oath or decluration, See MPEP 602.01 and 602,02,

Examiner Note:

i.This paragreph is intended primurily for use in pro se applica-
tions,

2. Use Paragraph 6.05 and one or more of paragraphs 6.05.1
6.05.17 for a defective outh or declaration in & case where there is 4
power of attorney.

602.02 New QOath or Substitute for Original

In requiring a new oath or declaration, the examiner should
always give the reason for the requirement and call atiention to
the fact that the application of which it is 1o form a part must be
properly identified in the body of the new oath or declaration,
preferably by giving the serial number and the date of Liling,

Where neither the original oath or declaration, nor the sub-
stitute oath or declaration is complete in itself, but the two taken
together give all the required data, no further oath or declaration
is needed.

602.03 Defective Oath or Declaration [R-8)

In the first Office action the examiner must point out cvery
deficicncy in a declaration or oath and require that the same be
remediced.>Applicant may be informed ol deficiencies in the
declaration or oath by form paragraphs 6.05 and 6.05.1 -
6.05.17.

1 6.05 Oath or Declaration Defective
The oath or declaration is defective, A new oath or declaration in
complinance with 37 CFR 1,67(a) identilying this application by Serial
Number and filing date is required, See MPEP 602.01 and 602.02,
The onth or declaration is defective because:

Examiner Note:

1. Oncormoreof the appropriate paragraphs 6.05.1t0 6.05.17 must
folow this paragraph.

2. I none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.<

However, when an application is otherwise ready for issue,
ancxaminer with full signatory authority may waive the follow-
ing minor deficiencies:**

Minor deficiencics in the bady of the oath or declara-
tion where the deficiencies are sclf-evidently cured in the
rest of the oatl ar declaration, as in an oath or declaration
of plural inventors couched in plural terms except for use
of “solc invemors™ is asserted. fn re Searies, 1634 USPQ
023, ++

If ** the above *>is< waived, the examiner should write in
the margin of the declaration or oath & notation such as >"Ref-
erence o the sole inventor rather than joint inventors waived;
Application ready for issuc”<** and his or her initinls and the
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date.

»>Of course, requiressents of the statuge, ¢.g., that the appli-
cant state his or hee eitizenship or belioves himsell or hersell o
be the original and first inventor or that the oath be adminisiered
betore a person authorized to administer oaths or that a declara-
tion puesvant to 35 V.8.C. 25 or 28 U.S.C. 1746 contain the
language required thercin, cannot be waived.<

*# I{ the defect cannot be waived, Form Paragraph 6.46
should be used when the application is allowable.

§ 646 Case Allowed, Substitute Declaration Needed

Applicant is now required to submit a substitute declaration or vath
to correct the deficiencies set forth | 1], The substitute oath or declara-
tion mustbe filed within the three month shoriened siatutory period set
for response in the “NOTICE OF ALLOWABRBILITY" (PTOL-37).
Extensions of time may be obtained under the provisions of 37 CFR
1.136(a). Failure 1o timely file the substitute declaration (or oath) will
resultin ABANDONMENT of the application. The transmittal letter
accompanying the dectaration (or oath) should indicate the following
in the upper right hand corer: Issue Batch Number, Date of the Netice
of Allowance, and Serial Number.

Examiner Note:
In the bracket, insert appropriate information, e.g.,
in Wkis communication -or-
in the Offtee action mailed _ -or-
in the PTO-152 auached 1o

602.04 Forcign Exccuted Qath [R-8]

An oath executed in a forcign country must be properly au-
thenticated. Sce >MPEP< § 604 and 37 CFR 1.66.

>Where the authority of the forcign ofTicer is not certificd,
form paragraphs 6.05 and 6.05.13 may be uscd.

§ 6.05 Oath or Declaration Defective
The oath or declaration is defective, A new oath or declaration in
complinnce with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is reguired. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1. Oncormaorcofthe appropriate paragraphs 6.05.1 106.05.17 must
follow this paragraph.

2. If none of the paragraphs apply, then an appropriate explanation
of the defect should be given immedialely following this paragraph.

§ 6.05.13 Authority of Foreign Qfficer Not Certified

It does not include an apostille, a consular cenificate, or the
position of authority of the officer signing an apostille or consular
certificate, see 37 CFR 1.66(a).

Examiner Note:
This paragraph must be preceded by paragraph 6.05.<

600 - 14




PARTS, FORM AND CONTENT OF APPLICATION

602.04(a) Foreign Excecuted Qath Is

Ribboned to Other Application
Papers [R-8]

37 CFR 1.66, Officers authorized to administer oaths.
Hodi e i

(b) When the outh is tuken before an officer in a country foreign to
the United States, any accompanying application papers, except the
drawings, must be atteched together with the oath and a ribbon passed
one or more tines through all the sheets of the application, except the
drawings, and the ends of said ribbon brought together under the seal
before the latter is affixed and impressed, or each sheet must be
impressed with the official seal of the officer before whom the cath is
taken, It the pupers as filed are not properly ribboned or cach sheet
impressed with the seal, the case will be accepted for examination, but
before itis allowed, duplicate papers, prepuared in compliance with the
foregoing sentence, must be filed.

>Where the papers are not properly ribboned, use form para-
graphs 6.05 and 6.05.14,

§ 6.05 Oath or Declaration Defective
The oath or declaration is defective. A new oath or declaration in
complinnce with 37 CER 1.67(a) identifying this application by Serial
Number and {iling date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1. One or more of the appropriate paragraphs 6,05.1 10 6,05.17 must
follow this paragraph.

2. Ifnone of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

§6.05.14 No Ribbon Properly Attached
1t does not have a ribbon properly attached.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.<

U.S. Accession to Hague Convention Abolishing the
Requirement of Lepatization for Foreign Public Docu-
nents

On Oct. 15, 1981, the Hague “Convention Abolishing the
Requirement of Legalization for Foreign Public Documents”
cntered into force between the United States and twenty-cight
forcigh countries that are partics to the Convention. The Con-
vention applies to any document submiticd to the United States
Patent and Trademark Office for filing or recording, which is
sworn to or acknowledged by a notary public in any one of the
member countries. The Convention abolishes the certification
of the authority of the notary public in a member country by a
diplomatic or consular officer of the United States and substi-
fes certification by a special certiticate, or apostilie, executed
by an officer of the member conntry. Accordingly, the Office
will accept for filing or recording a document sworp o or
acknowledged before anotary public inamember country ifthe
document bears, or has appended to i, anapostille certifying the
notwy 'sauthority. The requirement foradiplomatic or consular
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certificate, specified in 37 CFR 1.66, will not apply 0 a
document sworn 1o of acknowledged before a notary public in
a member country if an apostille is used.

The member countries that are partics to the Convention are:

Austria ltaly Seychelles

Bahamas Japan Spain

Belgium Lesoiho Suriname

Botswana Licchtensicin Swaziland

Cyprus Luxembourg Switzerland

Fiji Malawi Tonga

France Malia UK. of Great Britain

Germany, Fed. Mauritius and N, Ircland
Rep. of

Hungary Netherlands United States

Isracl Portugal Yugoslavia

The Convention prescribes the following form for the
apostitle:

Maodel of Certificate
The certificate will be in the form of a square with sides at
least 9 centimetres long

APOSTILLE
(Convention de La Haye du Oct. 5. 1961)

L COUNITY! oo sssnesessssessessesssesssssssassessassesnssesns
This public document

........................................

2. has been signed by ...

3. acting in the capacity of ..
4. bears the seal/stamp of .o,

..................................................................................

Note that a declaration in licu of application oath (>37 CFR<
1.68) need not be ribboned to the other papers. ltmust, however,
be maintained together therewith,

602.05 Oath or Declaration — Date of
Execution [R-8]

The time clapsced between the date of exccution of the oath
or declaration and the filing date of the application should be
checked. **>A newly exccuted oath or declaration is required
where the date of cxecution is more than three (3) months prior
to the filing date of the application (international filing date in
the case of an international application). If more than three
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months have elapsed, the examiner must reguee< anew oath or
declaration by using Form Paragraph 6,04,

§ 6.04 Time Lapse Between Execution and Filing

An unusual length of time has elapsed between the date of exccu-
tion of the oath or declaration and the filing date of the application. The
lapse of three (3) months is considered to be unreasonable. See MPER
602.05.

** If no datc of cxecution appears, applicant is required o
file cither a new oath or declaration or a certificate from the
notary giving the actual date when the oath or declaration was
made.

Applicant may be notificd by using Forin Paragraph 6.05.

§ 6.05 Oath or Declaration Defective
The oath or declaration is defeetive, A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1. One ormore of the appropriate paragraphs 6.05.1 10 6.05.17 must
follow this paragraph.

2. If none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

§ 6.05.10 Date of Execution Omiltted

It does not include the date of exccution, A new oath will not be
required if a certificate from the notary giving the actual date when the
oath was made is supplicd.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.

602.05(a) Oath or Declaration in Division
and Continuation Cases [R-8)]

Where the date of filing the application is not the date that
determines the statntory twelve month period, as in divisional
and continuation cases, it is immaterial, so far as concerns the
acceptability of the oath or declaration, how long a time inter-
venes between the exceution of the oath or declaration and the
filing of the application.

When a divisional application is identical with the original
application as filed, signing and exccution of the oath or decla-
ration in the divisionai casc may be omitted. (See »37 CFR<*
1.60 and 1.62, >MPEP< § 201.06(a).)

602.06 Non-English Oath or Declaration
[R-8]

37 CFR 1.69 Foreign language vaths and declarations.

() Whenever an individual making an oath or declaration caumot
unclerstand English, the oath or declaration must be in a language tin
such individual can understand and shall state that such individu.d
understands the content of any docwunents to which the oath or
declaration relates,
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(b) Unless the test of any oath or declasation in a language other
than English is a form provided or approved by the Patemt and
Trademark Office, it must be accompanied by a verified Enplish
translation, except that in the case of an oath or declaration filed under
§1.63 the wranslation may be filed in the Office no later than two months
from the date applicant is notificd to {ile the wanslation,

>37 CFR<* 1.69 requires that oaths and declarations be in
a language which is understood by the individual making the
oath or declaration, i.c., a language which the individual com-
prehends. If the individual comprehends the English language,
he or she should preferably use it. If the individual cannot com-
prehend the English language, any oath or declaration must be
in a language which the individual can comprehend. If an
individual uses a language other than English for an ocath or
declaration, the oath or declaration must include a statement that
the individual understands the content of any documents to
which the oath or declaration relates. If the documcnts are in a
langnage the individual cannot comprehend, the documents
may be explained to him or her so that he or she is able 0
understand them.

The Office will accept a single non-English language oathor
declaration where there are joint inventors, of which only some
understand English but all understand the non-English language
of the oath or declaration **

002,07 QOath or Declaration Filed in United
States as a Designated Office [R-8]

>See MPED § 1898.07(a)<**

603 Supplemental Qath or Declaration [R-8]

37 CFR 1.67. Suppiemental oath or declaration.

(2) A supplemental oath or declaration meeting the requirements of
§ 1.63 may be required 1o be filed 10 correct any deficiencies or inac-
curacies present in an earlier filed omh or declaration,

(b) A supplemental oath or declaration meeting the requirements of
§ 1.63must be filed: (1) When aclaim is presented for matter originally
shown or described but not substantially embraced in the statementor
invention or claims originally presented; and (2) When an oath or
declaration submitied in accordance with § 1.53(d) aflierthe filingofihe
specification and any required drawings specifically and improperly
refers to an amendment which includes new matier. Nonew matier may
be intraduced into an application after its filing date cven if a supple-
mental oath or declaration is filed (§ 1.53(b); § 1.118). In proper cases
the omh or declaration here required may be made on information and
beliefl by an applicant other than inventor.

>37 CFR<* 1.67 requires in the supplemental oath or dec-
laration substantially all the data called for in >37 CFR<* 1.63
for the original oath or declaration, As to the purpose to be
served by the supplemental oath or declaration, the cxaminer
should bear in mind that it cannot be availed of to inwroduce new
matter into an application,

A new oath may be required by using Form Paragraph 6.06. 0
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§ 6.06 New Oath for Subject Matter not Originally Claimed

This application presents a claim for subject matter not originatly
claimed or embraced w the statement of the invention, |1} A supple-
mental oath or declaration is required under 37 CFR 1,67, The new oath
or declaration must properly identify the application of which it is to
form a part, preferably by Serial Number and filing date in the bady of
the oath or declaration, Sce MPEP 002,01 and 602.02,

Ixaminer Note:

Explain new claimed matter in bracket 1. The brief summary of the
invention must be commensurate with the claimed invention and may
be required to be modified. Sec MPEP 1302; 608.01(d) and 37 CFR
1.73.

603.01 Supplemental Qath or Declaration
Filed After Allowance [R-8]

Since the decision in Cutter Co. v. Metropolitan Electric
Mfp.Co.,275F. 158 (CA 2 1921), many supplemental oaths and
declarations covering the claims in the case have been filed after
the casc is allowed. Such oaths and dectarations may be filed as
amatter of right and when received they will e placed in the file
by the >Office of Publications<**, but their receipt will not be
acknowledged to the party filing them. They shoutd not be filed
or considered as am<pdments under 37 CFR 1.312, since they
make no change ia ihe wording of the papers on file. Sce
>MPEP< § 714.16,

604 Administration or Execution of Qath
[R-8]

37 CFR 1.66. Officers authorized 1o administer oaths.

(n) The oath or affirmation may be made before any person within
the United States authorized by law to administer oaths, An oath made
in & forcign country, may be made before any diplomatic or consular
officer of the United States authorized to administer oaths, or before
any officer having an official scal and authorized to administer oaths in
the foreign country in which the applicant may be, whose authority
shall be proved by acertificate of a diplomatic or consular officer of the
United States, or by an apostille of an official designated by a foreign
country which, by treaty or convention, accords like effect to apostilles
of designated officials in the United States, The oath shall be attested
in all cases in this and other countries, by the proper official scal of the
officer before whom the oath or affirmation is made. Such oath or
affirmation shall be valid as to execution if itcomplies with the laws of
the State or country where made. When the person before whom the
oath or affirmation is made in this country is not provided with a scal,
his official character shatl be established by competent evidence, as by
a cenificate from a clerk of & court of record or other proper officer

having a seal,
el

Sce >MPEP< § 602.04(a) for forcign exccuted oath.

604.01 Seal [R-8]

When the person before whom the oath or affiroation is
made in this country is nat provided with a scal, his >or here
official character shall be established by competentevidence, as
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by a certificate fiom a clerk of a court of record o othes proper
officer having a scal, except as noted in >MPEP< § 604.03(a),
in which situations no scal is necessary, When the issue con-
cerns the authority of the person administering the oath, the
examiner should require proof of authority. Depending on the
jurisdiction, the “scal” may be cither embossed or rubber
stamped. The latter should not be confused with a stamped
legend indicating only the date of expiration of the notary's
comumission.

Sce also >MPEP< § 602.04(a) on forcign exccuted oath and
scal. In some jurisdictions, the scal of the notary is not required
but the official title of the officer must be on the oath, This
applies to Alabama, California (certain notarics), Louisiana,
Maryland, Massachusetts, New Jerscy, New York, Ohio, Puerto
Rico, Rhode Island, South Carolina and Virginia.

>§ 6.05 Oath or Declaration Defective

The oath or declaration is defective, A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by its
Scrial Number and filing date is required. See MPEP 602.01 and
602.02.

The oath or declaration is defective because:

Examiner Note:

1.Onc ormore of the appropriate paragraphs 6.05.1 10 6.05.1 7nust
follow this paragraph.

2. 1If none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

§ 6.05.11 Notary Signature
It does not include the notary’s signature, or the notary s signature
is in the wrong place,

Examiner Note:
This paragraph must be preceded by paragraph 6.05,

§6.05.12 Notary Seal and Venue Omitied
It does not include the notary's seal and venue,

Examiner Note:
This paragraph must be preceded by paragraph 6.05.<

604.02 Venue [R-8]

Thatportion of an oath or affidavit indicating where theoath
is taken is known as the venue, Where the county and statc inthe
venue agree with the county and staie in the scal, no problem
arises. I thie venue and seal do not correspond in county and
state, the jurisdiction of the notary must be determined from
statements by the notary appearing on the oath, or {rom the
listing at>MPEP< § 604.03. Venuc and notary jurisdiction must
correspond or the oath is improper. The oath should show on its
face that it was taken within the jurisdiction of the certifying
officer or notary. This may be given cither in the venue or inthe
body of the jurat. Otherwise, a new oath or declaration, or a
certificate of the notary that the oath was taken within his >or
here jurisdiction, must be required. Ex parte Delavoye, 1906
C.D.320; 124 O.G. 626, Exparte Irwin, 1928C.D. 13; 3670.G.
701,
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Form paragraph 6.07 niy be used where the venue is not
shown,

16,07 Lack of Venue

The oath Tacks the statement of venue, Applicani is required to
furnish either a new oath or decluration in proper form, identifying the
application by serial number and date of filing, or a certificate by the
officer before whom the original oath was taken stating that the oath
wis executed within the jurisdiction of the officer before whom the
oath was taken when the oath was administered. The new oath or
declaration must properly identify the application of which it is to form
a part, preferably by Serial Number and filing date in the body of the
oath or declaration. See MPEP 602.01 and 602.02.

Where the seal and venue differ the appropriate statcment on
the “Notice of Informal Patent Application” form PTO-152
should be checked.

604.03 Notaries and Extent of Jurisdiction

The extent of the jurisdiction of the notaries in the various
states is given below,
COUNTY ONLY
Louisiana Texas
Mississippi
VARIABLE JURISDICTION
(Sce explanatory paragraphs below)

Alabama (a)
Florida (b)

Missouri (¢)
Nebraska (&)

Hawaii (¢) Chio (D
lowa (d) Tennessee (g)
Kansas (¢) Virginia (h)

Kentucky () West Virginia (d)
STATEWIDE
All other states

(o) Alabama and Nebraska notaries are appointed for coun-
tics and for state at larpe.

(1) Florida notary commissions are customarily for state at
large but may be restricted by commission to less than the state
at large.

() In Hawaii it is generally limited to the judicial circuit,

(D) In Towa, Kentucky and West Virginia it is limited 10
county for which appointed, but notary in any county may
qualify and act as notary in any other county.

(¢) The jurisdiction of Kansas and Missouri notaries iscoex-
tensive with county of appointment and adjoining countics,

(1) In Ohio, notaries other than auorneys arc appointed by
the Governor for aterm of § years and have power to actonly in
connty for whichappointed. Anattorney or any person certified
by a judge of the court of commaon picas of the county in which
he resides as gualificd for the duties of official stenographic
reporter of such state, may, however, be commissioned for e
entire state, The extent of jurisdiction is staied near the notary's
sigature.

(1) Tennessee notary publics comnissioned in one county

Rev ¥, May 1988

MANUAL OF PATENT EXAMINING PROCEDURE

nny (ile in county court of any other county and thercupam may
exercise the function of his oftice in such other county. In such
cases, however, the notary must attach (o his or hercentificpe a
statement that he or she is qualificd in the county in which heor
she acts, Notaries at hirge are commissioned by the Secretary of
the State. Notary's signature must indicate that he or she is so
quatified. Special scal is prescribed by the Secretary of State.

(h) In Virginia, notarics are limited to city or county for
which appointed except that notary for city may actin county or
city contiguous thereto, and a notary for a county may act incity
contiguous thercto, Notarics may be appointed for two or more
countics and citics or for the state at large.

The notary does not have (o state when his or her commis-
sion expires but if he or she does so state, the oath should be
inspected to determine whether or not the notary's commission
had expired at the date of exceution of the oath.

604.03(a) Notarial Powers of Some
Military Officers

Public Law 506 (81st Congress, Second Scssion) Article
136: (a) The Tollowing persons on active duty in the armed
forces . . . shall have the general powers of a notary public and
of aconsul of the United States, in the performance of all notarial
acts to be executed by members of any of the armed forces,
wherever they may he, and by other persons subject to this code
[Uniform Caode of Military Justice] outside the continental
limits of the United States:

(1) Al judge advocates of the Army and Air Foree;

(2) All law specialists;

(3) All summary courts-martial;

(4) All adjutants, assistant adjutants, acting adjutants, and
personnel adjutants;

(5) All commanding oflicers of the Navy and Coast Guard;

(6) All staff judge advocates and legal of ficers, and acting or
assistant staft judge advocates and legal officers; and

(7) All other persons designated by regulations of the armed
forces or by statute,

(8) The signature without scal of any such person acting as
notary, together with the title ol his office, shall be prima facic
cvidence of his authority.

604.04 Consul [R-8]

On Oct. 15, 1981, the “Hague Convention Abolishing the
Requirement of Legalization for Foreign Public Documeats”
cniered into foree between the United States and twenty-cight
forcign countries that arc partics to the Convention. Sce
>SMPEP< § 604.04(a).

When the oath is made in a forcign country not a member of
the Hague Convention Abolishing the Requirement of Logali-
zation for Forcign Public Documents, the authority of any
officer other than a diplomatic or consular ofticer of the United
Stares auhorized to administer oaths mast be proved by centifi-
cate of adiplomatic or consular officer of the United States. See
37 CFR 166, >MPEP< § 604, This proof may he through an
inlcrmediary; e.g., the consul may certify as to the authority and
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jurisdiction of another official who, in turn, may centify asto the
authority and jurisdiction of the ofticer before whom the oath is
taken,

604.04(a) Consul-Omission of Certificate
[R-8]

Where the oath is taken before an officer in a forcign country
other than a diplomatic or consular officer of the United States
and whose authority is not authenticated or accompanicd with
an apostille certifying the notary’s authority (scc >MPEP< §
602.04(a)), the application is nevertheless aceepted for pur-
poscs of cxamination, The cxaminer, in >the<** first Office
action, should note this informality and require authentication
of the oath by an appropriate diplomatic or consular officer, the
filing of proper apostille, or a declaration (37 CFR 1.68).

Form Paragraph 6.08 may be used to notify applicant.

§6.08 Consul-Omission of Certificate

The oath is objected to as being informal. It lacks authentication by
a diplomatic or consular officer of the United States; 37 CFR 1.66(a).
This informality can be overcome cither by forwarding the original
oath to the appropriate officer for authentication or by filing a declara-
tion (37 CFR 1.68), if applicant wishes to preserve the original filing
date, If authentication is desired, applicant should request return of the
oath for this purpose, Such request must be accompanied by an order
for a copy of the oath to be retained in the file until the properly
authenticated oath is returned. After the oath has been authenticated, it
should be returned promptly 1o the Patent and Trademark Office. The
new oath or declaration must properly identify the application of which
it is to form a part, preferably by Serial Number and filing date in the
body of the oath or declaration. See MPEP 602,01 and 602.02.

Atthe time of the next Office action the request for return of
the oath, together with the application file and the copy of the
oath, is submitted to the group director. If the request is ap-
proved by >the group director<*, the oath will be returmed o the
applicant by the examining group,

604.06 By Attorney in Case [R-8]

The language of 37 CFR 1.66 and 35 U.S.C. 115 is such that
an attorney in the case is =not< ** barred from administering the
oath as notary. The Office presumes that an attorney acting as
notary iscognizant of the extentof his>or her< authority and ju-
risdiction and will not knowingly jeopardize his or her client’s
rights by performing an illegal act. If such practice is permis-
sibie under the law of the jurisdiction where the oath is admini-
stered, then the oath is a valid oath.

The law of the Districtof Columbia prohibits the administer-
ing of oaths by the attorney in the case **, If the oath is known
to be void because of being administered by the attorney in a ju-
risdiction where the law holds this 1o be invalid, the proper
action is (o >require anew oath or dectaration and< refer the file
10 the * Office >of Enrollment and Discipline<. (Ricgger v.
Beierl, 1910 C.I. 12; 150 O.G. 8206). Sce >37 CTFR< 1.66 and
>MPEP §< 604,
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37 CFR L 41 Applicant for patent.

(a) A patent must be applicd for in the name of the actual inventor
or inventors, Full nanies must be stated, including the family name and
at Jeast one given name without abbreviation together with any other
given name or initial.

(b) Unless thecontrary is indicated the word “applicant™ when used
in these sections refers to the inventor or joint inventors who are
applying for apatent, or 1o the person mentioned in §§ 1.42, 1.430r1.47
who is applying for a patent in place of the inventor,

(c) Any person authorized by the applicant may file an application
for patent on behalf of the inventor or inventors, but an oath or
declaration for the application (§ 1.63) can only be made in accordance
with § 1.64.

(d) A showing may be required from the person filing the applica-
tion that the filing was authorized where such authorization comes into
question,

37 CFR 145 Joint inventors.

(a) Joint inventors must apply for a patent jointly and each must
make the required oath or declaration; neither of them alone, nor less
than the entire number, can apply for a patent for an invention invented
by them jointly, except as provided in § 1.47.

>(b) Inventors may apply for a patent jointly even though
(1) They did not physically work together or at the same time,
(2) Each inventor did not make the same type or amount of con-
tribution, or
(3) Each inventor did notmake a contribution to the subject maiter
of every claim of the application.

(¢) If muliiple inventors are named in an application, each named
inventor must have made a contribution, individually or jointly, to the
subject matter of at least one clain of the application and the applica-
tion will be considered to be a joint application under 3§ U.S.C. 116.<

>The rules (37 CFR 1.41(a) and 1.53(b)) clcarly require that
the name(s) of the inventor(s) be identified in the application
papers in order toaccord theapplication a filing date. Thercfore,
particular carc should be exercised when filing an application
without an exccuted oath or declaration to insure that the names
of all inventors are identificd somewhere in the application. A
good practice is 10 submit an oath or declaration form (whether
signed or unsigned) identifying the names of all inventors in
cvery application being filed. If all of the inventors arc not
named in the application papers, c.g., Jonces ct al, a "Notice of
Incomplete Application” will be mailed o the applicant(s)
indicating that no filing datc has been granted and sciting a
period for submitting allof the names. The filing date will be the
date of receipt of the names of all of the inventors.<

For corrcction of inventorship, sce >SMPEP<§ 201.03.

37 CFR 1 46 Assigned inventions and patents.

In case the whole or & part inlerest in the invention or in the patent
to beissued is assigned, the application must still be made or authorized
to be made, and an oath or declaration signed, by the inventor orone of
the persons mentioned in §§ 1.42, 1.43, or 1.47. However, the patent
may be issued to the assignee or jointly to the inventor and the assignee
as provided in § 1.334,

Rev 8, May 1988



605.01

Thisscetionconcerns filing by the actual inventor, If filed by
other, sce >MPEP<§ 409,03,

NOTE

Disposition of application by inventor, >MPEP< § 301. In-
ventor dead or insane, >MPEP< § 409,

605.01 Applicant’s Citizenship [R-8]

The statute (35 U.S.C. 115) requires an applicant to state his
or her citizenship. Where an applicant is not a citizen of any
country, a statement o this clicet is accepted as satisfying the
statutory requircment; but a statement as to citizenship applicd
for or first papers taken out looking to [uture citizenship in this
(or any other) country docs not mect the requirement.

>Form paragraphs 6.05 and 6.05.3 may be uscd to notify
applicant that the applicant’s citizenship is omitted.

§ 6.05 Qath or Declaration Defective
The oath or declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Examiner Note:

1.Oncormoreof the appropriate paragraphs 6.05.1106.05.17 must
follow this paragraph.

2. If none of the paragraphs apply, then an appropriate explanation
of the defect should be given immediately following this paragraph.

¥ 6.05.3 Citizenship Omitted
It does not identify the citizenship of the inventor.

Examiner Note:
This paragraph must be preceded by paragraph 6.05.<

605.02 Applicant’s Residence [R-8]

Applicant’s place of residence> that is, the city, state or
forcign country, is required to be included in the the oath or dec-
laration for compliance with 37 CFR 1.63. In the casc of an
applicant who is in onc of the U.S. Armed Secrvices,< a state-
ment 1o that effect is sufficient as to residence. For change of
residence sec >MPEP< § 717.02(b).

>If theresidence is not included in the oath or declaration as
filed, the Application Branch will normally so indicatc on a
form PTO-152, "Notice of Informal Patent Application”, so as
1o require a new declaration when the form is sent out with an
Olfice action, If the examiner notes that the residence has not
been included in the oath or declaration, Form Paragraph 6.05.2
shoutd be used to notily the applicant.

7 6.05.2 Residence Omuiad
Itdoes notidentify e ¢ty and state or foreign country of residence
of cach inventor,

Exuminer Note:
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This paragraph must be preceded by © 45.<
605.03 Applicant’s Post Office Address [R-8]

Each applicant’s post office address must be supplied on the
oath or declaration, 37 CFR 1.33(a), if not stated clscwhere in
the application. Applicant’s post office address means that
address at which he or she customarily receives his or her mail.
The post officc address should include the ZIP Code designa-
tion.

When a township is listed in the applicant’s address, a
county namc must also be given.

The object of requiring cach applicant’s post office address
is to enable the Office to communicate dircctly with the appli-
cant if desired; henee, the address of the attorney with instruc-
tion 10 send communications to applicant in care of the attorney
is not suificient.

Where having given complete data as to residence, the ap-
plicant identifics his or her post office address only by strect and
number, it is assumed™* that the city and state of residence are
the city and state of his or her post office address >and no
rcquircment for submission of the post office address will be
made<,

The “Notice of Informal Patent Application™ attachment
form PTO-152 >or form paragraph 6.09.1< is uscd 1o notify
applicant that the post office address is incomplete or omitted.
Note 37 CFR 1.33(a).

>4 6.09.1 Post Office Address Omitted

Applicant has not given a post office address anywhere in the ap-
plication papers as required by 37 CFR 1.33(a). A statement over
applicant’s signature providing a complete post office address is
required,

605.04 Applicant’s Signature and Name [R-8]

37 CFR 1.64 Person making oath or declaration.

(a) The oath or declaration wiust be made by all of the actual
inventors excepi as provided for in §§ 1.42, 1.43, or 1.47.

(b) I the person making the oath or declaration is not the inventor
(§§ 142, 1.43, or 1.47), the oath or declaration shall state the refation-
ship of the person to the inventor and, upon information and belief, the
facts which the inventor is required to state.

EXECUTION OF OATHS OR DECLARATIONS OF
PATENT APPLICATIONS

United States patent applications which have not been pre-
parcd and cxecuted in accordance with the requircments of Title
35 of the United Staies Cade and Title 37 of the Code of Federal
Regulations may be abandoncd or may be, in appropriate
circumstances, stricken from the files as having been improp-
crly exccuted and/or fited. Although the statute and the rules
have been in existence for many years, the Office continucs to
receive a number of applications which have been improperly
cxceuted and/or filed. Since the improper cxecution andfor
filing of patent applications can ultimately result in a loss of
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rights it is appropriate to *emphasize the importance of proper
exccution and filing.

Itis improper for an applicant to sign an oath or declaration
which is not attached to or does not identify a specilication and/
or claims, Sce 37 CFR 1.56(¢) which provides that

“(a)ny application may be stricken from the files if:

(1) An oath or declaration pursuant to § 1,63 is signed in blank;

(2) An oath or declaration pursuant to § 1,63 is signed without
review thercof by the person making the oath or declaration;

(3) An oath or declaration pursuunt § 1.63 is signed without
review of the specification, inclnding the claims, as required by §
1.63(b); or

(4) The application papers filed in the Office are altered after the
signing of an oath or declaration pursuant to § 1.63 referring to those
application papers.”

“Attached™ does not necessarily mean that all the papers
must be literally fastened. Tt is sufficient that the specification,
including the claims, and the oath or declaration are physically
located together at the time of exccistion, Physical connection is
not required.

The provisions of 35 U.S.C. 363 for {iling an intcmational
application under the Patent Cooperation Treaty (PCT) which
designates the United States and thereby has the effect of a
regularly filed United States national application, except as
provided in 35 U.S.C. 102(c), arc somewhat different than the
provisions of 35 U.S.C. 111. The oath or declaration reguire-
ments {or an international application before the Patent and
Trademark Office arc sct forth in 35 U.S.C. 371(c)(4) and 37
CFR 1.>497<*, _

37 CFR 1.52(¢) states that “(n)o . . . alterations >in the
application papers< are permissible after the signing of an oath
or declaration referring to those application papers >(1.56(c))<.
“Itis improper for anyone, including counsel, to complete or
otherwise alter application papers, including the oath or decla-
ration, after the applicant has executed the same, >37 CFR<*
1.56(c) provides that

“(a)ny application may be stricken trom the files if: . . .

(4) The application papers filed in the Office are altered after the
signing of an oath or declaration pursuant to § 1.63 referring to those
application papers.”

In summary, it iscmphasized that the application filed must
be the application exccuted by the applicant and it is improper
for anyone, including counscl, to alter, rewrite, or partly fill in
any part of the application, including the oath or declaration,
after exccution of the oath or declaration by the applicant. This
provision should particularly be brought to the attention of
forcign applicants by their United States counsel since the
United States law and practice in this arca may differ from that
in other countrics.

>Any changes made in inik in the application or oath prior o
signing must be initialed and dated by the applicants wior to
exccutionof the oath or declaration, Form paragraph 6.02. 1 may
be used to call non-initialed and/or non-dated alterations 1o
applicant’s atiention,
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£ 6001 Non-initialed andior non-dated Alierations in Application
Papers

The application is vhjected to because of alicrations which have not
been initialed andfor dated as required by 37 CFR 1.52(c) and 1.56,

A properly executed affidavit or declaration signed by all the in-
ventors identifying the alterations and stating when the unsigned andf
or undated alterations were made is reguired.

If the alterations were made before the signing of the oath or dec-
laration, the affidavit or declaration signed by all the inventors must so
state.

If alterations were made affer the signing of the oath or declaration,
a full explanation and cancellation of such alterations is required.

Examiner Note:

If the alfidavit or declaration reveals that the alterations were made
after the signing of the oath or declaration, the application must
immediately be forwarded without further action by the examinerto the
Office of the Assistant Comnuissioner for Patents for review.<

The signing and cxceution by the applicant of oaths or dec-
larations in certain applications may be omitied. >MPEP< §§
201.06 and 201.07.

NOTE: >For the< signature >on a<* response see >MPEP<
88 714,01 (@) to (o).

FACSIMILE COPIES

From October 1, 1978 until February 27, 1983, the Office
had accorded a filing date 10 tacsimile or oiher reproduced
copics of United States national patentapplications meeting the
requirements of 35 U.S.C. 111 asitthenexisted, even though the
signature on the oath or declaration was only a copy.

Authority for this practice was found in 35 U.S.C. 26 as
interpreted by the District Court decisions Neergaard v. Dann,
Civil Action No. 76-536, December 20, 1976 (D.D.C.) and
Dietzel et al. v. Commissioner of Patents and Trademarks, 200
UsPQ 665 (D.D.C., 1976).

Since 35 U.S.C. 111 as amended by Public Law 97-247 and
37 CFR 1.53 now provide (since February 27, 1983) for the
filing of the oath or declaration in a national patent application
at a date later than the filing date of the application, such
emergency situations shoukt no tonger arise >in national appli-
cations<. >Also, since<** 35 U.S.C. 371>(d) relating 1o the
oath or declaration for entry into< ** the national phasc in the
United Staics under the Pateat Cooperation Treaty >has been
amended by Public Law 98-622, cifective May 8, 1985 w
provide for filing the oath or declaration after 20 months,< relief
from the requirement for filing the oath or declaration >by the
20th monith is no longer required<**,

The liling of facsimile or other reproduced copies of signa-
tures on any papers required to be filed will not serve tomect any
duc date or to stop any pe-iod for response from running **, For
example, the filing of a tacsimile copy of an oath or declaration
will not serve o stop a time period set in accordance with 37
CFR 1.53(d) from running so as to avoid the payment of
extension fees pursuant 10 37 CFR 1,136(a). A paper without an
original signature will be considered to be unsigned **. The
previous practice of accepting telegraphic amendments ;- ading
the filing of a properly signed confirmation of such telegraphic
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amendment is also discontinued in view of the availability of the
Certificate of Mailing practice provided by 37 CFR 1.8 and the
ability to utifize 37 CFR 1,136(a) to obtain exteasions ol time,

1t shoukd be recognized thit >the facsimiles®* practice was
intended for cmergeney situations to prevent toss of valuable
rights and was not 10 be uscd routinely for liling applications.

Sincc February 28, 1983 facsimile or other reproduccd
copics mray still be filed to obtain an application filing date b
such copics will be treated as lacking a signaturc,

605.04(h) One Full Given Name Required
[R-8]

All applications which disclose the full first and fast names
with middle initial or name, if any, of the applicant at any place
in the application papers will be received and considered as a
sufficient compliance with 37 CFR 1 41,

When a full given name of the applicant docs not appear
cither in the signature or elsewhere in the papers the examiner
will, in the first >Office<* action, require an amendment over
applicant’s signature supplying the omission, and will not pass
the application 1o issuc until the omission has been supplicd
unless a statement has been fifed over the applicant’s own
signature setting forth that his or her name as signed contains at
leastone given name without abbreviation or what is in fact his
or her full given name.™**

No affidavit should be required.

The requirement should be made only when all of the given
names in the sighature >, or elsewhere in the papers,< appear as
mere initials or as what can be only an abbreviation of a name,

>Form Paragraph 6. 10 may be used.

§6.10 Full Given Name Docs Not Appear

Tt appesrs that at least one full given name of applicant | 1] is not
present either in the signature or elsewhere inthe papers, This applica-
tion will not be passed to issue until the omitied name his been supplied
or unless a statement has been supplied over the applicant’s signature
setting {orth that the name us signed is the actual full name of applicant
[2). See MPEP 605.04.<

Onc given name without abbreviation, together with any
othergive i nameor initial mustappear somewhere inthe papers
as filed. Otherwise, apprapriate amendment is regquired. For ex-
ample, if theapplicant’s full name is John Paul Doge, ecither*“John
. Doe” or “J. Paul Doe™ is acceptable.

In an application where the name is typewritten with a
middle name or initial, but the signature is without such middie
name or initial **>the typewritien version of the name will be
used. A reguestto have the name changed 1o the signed version
or any other corrections in the name of the inventoe(s) will not
be entertained, unless accompanicd by a petition under 37 CFR
1.182 togcether with an appropriate petition fee. The petition
should be dirccted to the attention of the Otfice of the Depaty
Assistant Commisstoner for Patents. Upon granting of the
petition,< the file shoukd be sent o the Application >Branch<*
for correction of its records, >1f the application is assigned, it
will be forwarded by the Application Branch to the Assignment
Branch for a change in the assignment record.<
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ol8.04(c)  * >lnventor< Changes Name [R-8)

In cases where an *2inventors< pame has been changed
after the application has been filed and the *>inventor< desires
#*#x10 change< his or her namezon the application<, he or she
must submit **>a petition under 37 CFR 1182, The petition
should be dirceted w the attention of the Doputy Assistant
Commissioner for Patents. The petition mast include an appo-
priate petition fee and< an affidavit signed with both names and
setting torth the procedure wherehy the change of name was
effecied, or a certified copy of the conrt order®®,

>If the petition is granted, the file should be sent to the
Application Branch for change of name on the file wrapper and
in the PALM daga base.< I the application is assigned it will be
forwarded by the Application >Branch<* o the Assignment
>Branche* for a change in >the < assignment record,

605.04(d)  Applicant Unable to Write

If the applicant is nnable to write, ivis or her mark as affixed
1o the oath or declaration must be attested 1o by a witness. In the
case of the oath, the notary's signature 1o the jurat is sufficient
to authenticate the mark,
605.04(¢) May Use Title With Signature

Itis peemissible for anapplicant to nuse a title of nobility or
other title, such as “Dr.”, in connection with his signature. The
titie will not appear in the printed patent,

605.04(f)  Signature on Joint Applications

— Opder of Names [R-8]

The order of names of joint patentees in the heading of the
patent is taken from the order in which the typewritten names
appear in the original oath or declaration, Care should therefore
be exercised in selecting the preferred order of the typewritien
names of the joint inventors, before filing, as requests for
subsequent shitting ol the names would entail changing numer-
ous records in the Ottice, Sinee the particular order in which the
names appear is of no conseguence insofar as the legal rights of
the joint applicants are concerned, no changes will be made
cxeept **>when a petition under 37 CFR 1182 is granted. The
petition should be directed 1o the atiention of the Office of the
Deputy Assistant Commissioner for Patents, The petition< (o
change the order of names must he signed by cither the attomey
or agent of record or all the applicants, Tt is suggested that afl
typewrilten and signed names appearing in the application
papers should be in the same order as the typewriticn namcs in
the oath or declaration,

In those instances where the joint applicants file separate
oaths or declarations, the order of names is aken from the order
in which the several caths or declarations appear in the applica-
tion papers unfess a different order is requested at the time of
tiling,
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605.04(g) >Correction of Inventorship<**

[R-8]

When **>a petition is granted approving a correclion o o
change in the order of the names of the inventors, or inventors
are added or delcted under 37 CFR 1.48, the change should be
noted in red ink in the left margin of the original oath or
declaration, The notation should rcad "See Paper No. for
inventorship changes" .« The file should be sent to the Applica-
tion *>Branche for correction**>on the file wrapper label and
the PALM data base regarding the inventorship. A brief expla-
nation on an "Application Branch Data Base Routing Stip"
(available from the examining group clerical staff) should
accompany the application file to the Application Branch<.

605.05 Administratoer, Executor, or Qther
Legal Representative [R-§]

In an application filed by a legal representative of the
inventor, the specification should not be written in the first
person.,

For prosccution by administrator or exccutor, see >MPEP<
§ 409.01(a).

For prosccution by heirs, sce >MPEP< §§ 409.01(a) and
409.01(d).

For prosecution by representative of legally incapacitated
inventor, see >MPEP< § 409,02,

For prosccution by other than inventor, scc >MPEP< §
409.03.

605.06 Filing by Other Than Inventor [R-8]
Sce >MPEP< § 409.03.

=>605.07 Joint Inventors [R-§]

35 US.C. 116 Inventors

When an invention is made by two or more persons jointly, they
shall apply for patent jointly und cach make the required oath, exeept
as otherwise provided in this title. Inventors may apply for a patent
Jjointly even though (1) they did not physically work together or at the
same time, (2) each did not make the same type or amount of contribu-
tion, or (3) each did not make a contribution to the subject maiter of
every claim of the patent, (Added November 8, 1984, Public Law 98-
622, sec, 104(a), 98 Stal. 3384.)

TRERE

35 U.S.C. 116, as amended by Public Law 98-622, rccog-
nizes the realitics of modern tcam rescarch, A rescarch project
may include many inventions. Some inventions may have con-
tributions made by individuals who arc not involved in other,
rclated inventions.

35 U.S.C. 116 allows inventors to apply for a patent jointly
cven though

(i) they did not physically work together or at the same
time,
(i) cach did not make the same type or amount of contri-
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bution, of

(i) each did not make a contribution to the subject mattes
of every claini of the patent, Tiems (i) and (i) adopt the rationale
stated in decisions such as Monsanto v, Kamp , 269 . Supp,
818, 154 USPQ 259 (D.D.C. 1967).

Ttem (iii) adopts the rationale of cases such as SAB Indusiric
AB v. Bendix Corp., 199 USPQ 95 (E.D. Va. 1978).

Likc other patent applications, jointly-filed applications arc
subject to the requirements of 35 U.S.C. 121 that an application
bedirected ioonly asingle invention. If more than onc invention
is included in the application, the cxaminer may require the
application to be restricted to onc of the inventions. In such a
case, a “divisional” application complying with 35 U.S.C. 120
would be centitled to the benefit of the carlier filing date of the
original application,

Itis possible that different claims of anapplication or paient
may have different dates ol inventions cven though the patent
covers only onc independent and distinct invention within the
mcaning of 35 U.S.C. 121. When necessary, the Patent and
Trademark Office or a court may inquire of the patent applicant
or owncr concerning the inventors ani the invention dates for
the subject matter of the various claims.,

Guidelines

37CFR 145 Joint inventors.

L
(b) Inventors may apply for a patent jointly even though
(1) They did not physically work together or at the same time,
(2) Each inventor did not make the same type or amount of con-
tribution, or
(3) Eachinventor did not make a contribution 1o the subject matter
of every claim of the application,

(c) If multiple inventors are named in an application, each named
inventor must have made a contribution, individually or jointly, to the
subject matter of at least one claim of the application and the applica-
tion will be considered to be a joint application under 35 US.C. 116,

The significant features resulting from the amendments 1o
35 U.S.C.116 by Public Law 98-622 arc the following:

(1) The joint inventors do not have to separately “sign the
application,” butonty need apply for the patent jointly and make
the required oath by signing the same; this is a clarification, bt
not a changg in current practice,

(2) Inventors may apply for a patent jointly even though
“they did not work together or at the same time,” therehy
clarifying (a) thatitis not necessary that the inventors physically
work together on a project, and (b) that one inyentor may “take
a step at one time, the other an approach at different times,”
(Monsanto Co. v. Kamp, 154 U.S.P.Q. 259 (D.D.C. 1967)).

(3) Inventors may apply for a patent jointly cven though
“cach did not make the same type or amount of contribution,”
thereby clarifying the “fact that cach of the inventors play a
differentrole and that the contribution of one may not be as great
as thatof another does not detract from the fact that the invention
is joint, if cach makes some original contribution, though
partial, to the final solution of the problem.”™ Monsanto, supra.
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() Inventors may apply for a patent jointly even though

“each did notmake a contribution 1o the subject nutter of every
“claim of the patent.”

(5) Inventors may apply for a patent jointly as long as each
inventor made a contribution, i.c., was an inventor or joint
inventor, of the subject matter of at least one claim of the patent;
there is no requirement that all the inventors be joint inventors
of the subject matter of any one claim.,

(6) If an application by joint inventors includes more than
one independent and distinct invention, restriction may bhe
reguired with the possible result of a necessity o change the
inventorship named in the application if the clected invention
was nol the invention of all the originally named inventors.

(7) The amendment to 35 U.S.C. 116 increases the likeli-
hood that different claims of an application or patent may have
difierent dates of invention; when necessary the Office or court
may inguire of the patent applicant or owner concerning the
inventors and the invention dates for the subject matter of the
various claims.

See MPEP § 2186 under “ Applications considered under 35
U.S.C. 103, sccond paragraph” for applications to be considered
under 35US.C. 116.

Pending applications will be permitted to be amended by
complying with 37 CFR 1.48 1o add claims 1o inventions by
inventors not named when the application was filed as long as
such inventions were disclosed in the application as filed since
37 CFR 148 permits correction of inventorship where the
“correct inventor or inventors arc not named in an application
for patent through crror without any deceptive intention on the
part of the actual inventor or inventors”. This is specially cov-
cred in 37 CIFR 1.48(¢).

Under 35 U.S.C. 116, an examiner may reject claims under
35U.8.C. 102(1) only in circumsiances where anamed inventor
is not the inventor of at Icast one claim in the application; no
rejection under 35 ULS.C. 102(0) is appropriate if a named
inventor made a contribution 1o the invention defined in any
claim of the application,

Under 35 U.S.C. 116, considered in conjunction with 35
U.S.C. 103, second paragraph, a rejection may be appropriate
under 35 U,S.C. 102(1)/103 where the subject matter, i.¢., prior
art, and the claimed invention was not owned by, or subject 1o
an obligation of assignment to, the same person at the ume the
invention was made,

Applicants arc responsible for correcting, and are reqnired
to correct, the inventorship in compliance with 37 CFR 1.48
when the application is amended 0 change the ¢laims so that
one (or more) of the named inventors is no longer an inventor of
the subject matter of a claim remaining in the application.

In requiring restriction inan application filed by joint
inventors the examiner should remind applicants of the neces-
sity (o correet the inventorship pursuant 10 37 CFR 148 if an
invention is clected and the claims to the invention of one ot
more inventors are cancelled.

The examiner should notinguire of the paient applicant con-
cerning the inventors and the invention dates for the subject
matiter of the various claims until i hecomes necessary (o do so
in order to properly examine the application,
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If an application is filed with joint inventors, the examiner
should assume that the subject matier of the various claims was
commonly owned at the time the invemtions covered therein
were made, unless there is evidence to the contrary. If inventors
of subject matter, not commonly owned at the time of the later
invention, file a joint application, applicants have an obligation
pursuant 1o 37 CFR 1.56 to point out the inventor and invention
dates of cach claim and the lack of common ownership at the
time the later invention was made in order that the examiner may
consider the applicability of 35 U.S.C. 102(f)/103 or 35 US.C.
102(2)/103. The examincer should assume, unless there is cvi-
dence to the contrary, that applicants arc complying with their
duty of disclosure. It should be pointed out that 35 US.C. 119
benefitmay be claimed to any foreign application as long as the
U.S. named inventor was the inventor of the forcign application
invention and 35 U.S.C. 119 requirements arc met. Where two
or more forcign applications arc combincd 10 take advantage of
thechangesto 35 U.S.C. 103 0r35U.S.C. 116, henelitas tocach
foreign application may be claimed if cach complies with 35
U.S.C. 119 and the U.S. application inventors arc the inventors
of the subject matter of the forcign applications. For cxample,

If Foreign Applicant A invents X; and files a foreign
application, Applicant B invents Y and files a separate
forcign application. A+B combine inventions X+Y and
file U.S. application to X+Y and claim 35 US.C. 119
benefit for both Foreign Applications:

then 35 U.S.C. 119 Benefit will be Accorded foreach
Forcign Application if 35 U.S.C. 119 requirements are
met.<

606 Title of Invention [R-8]

37CEFR 1.72. >Title and abstract.<
(a) The title of the invertion, which should be as short and specific
as possible, should appear as a heading on the fiest page of the speci-
fication, if it does not otherwise appear at the beginning of the
application,
He e e

606.01 Examiner May Require Change in
Title

Where the title is not descriptive of the invention claimed,
the examiner shonld require the substitution of a new title that
is clearly indicative of the invention to which the claims are
dirceted. Form Paragraph 6.11 may be used.

§ 6.11 Title of Invention Is Not Descriptive

The title of the invention is not descriptive, A new litle is required
that is clearly indicative of the invention 1o which the claims are
directed.

Examiner Note:
If a title is suggested by the Examiner, add after "dirccted™: The

following title is suggested:

Thismay resultin stightiy longer titles, but the loss in brevity

600 - 24




PARTS,

ol title will be more than offset by the gain in is inlornmative
value in indexing, classilying, scarching, ete. W a satisfactory
title is not supplicd by the applicant, the examfier mov chinge
the title by examiner’s amendment or by initialing, at the time
of allowance, .

If o change in title is the only change being made by the
cxaminer at the time of allowance, a separate examiner's
amendment need not be prepared. The change in titie will be
incorporated in the notice of atlowance. This will be accom-
plished by placing an “X"” in the designated box on the notice of
allowance form and entering thercunder the title as changed by
the examiner who should initial the fuce of the file wrapper.

However, if an examiner’s amendment musthe prepared for
other reasons any change in title will be incorporated therein.

Inasmuch as (hc words “improved”, “improvement of” and
“improvement in™ are not considered as part of the title of an
invention, the Patent and Trademark Office does not include
these words at the beginning of the title of the invention,

607 Filing Fee [R-8]

ISUSLC. 41, Patent fees.

(a) The Commissioner shall charge the following fees:

1. On filing cach application for an original patent, except in
design or plant cases, $300; in addition, on filing or on presentation at
any other time, $30 for each claim in independent form which is in
excess of three, $10 for each claim (whether independentor dependent)
which is in excess of twenty, and $100 for each application containing
a multiple dependent claim., For the purpose of computing fees, a
multiple dependentclaimaas referred to insection T2 of thistitle or any
claim depending therefrom shall be considered as separate dependent
claims in accordance with the number of claims to which reference is
made. Errors in payment of the additional fees may be rectified in
accordance with regulations of the Commissioner.

2. For issuing cach original or reissue patent, except in design or
plant cases, $500,

3. In design and plant cases:

a. On filing each design application, $125.
b. On filing cach plant application, $200,

¢, Onissuing each design patent, $175.

d. On issning cach plant patent, $250.

4. On filing cach application for the reissue of a patent, $300; in
addition, on filing or on presentation at iny other time, $30 for cach
claim in independent form which is in excess of the number of
independent elaims of the original patent, and $10 for each claim
(whether independent or dependent) which is in excess of twenty and
also in excess of the number of claims of the original patent. Errors in
payment of the additional fees may be rectified in accordance with
regulations of the Commissioner.

5. On filing cach disclaimer, $50.

6. On filing an appeal from the examiner to the Board of =Patent<
Appeals >and Tnterferences<, $115; in addiuon, on filing a brief in
supportof the appeal, $115, and on requesting an oral hearing >in the
appeal< belore the Board of >Pateni< Appeals >and Interferences<,
$100,

7. G filing cach petition for the revival of an mmintention dly aban-
doned application for a patent or for the unintemionatly delayed
payment of the fee for issuing cich patent, $500, unless the petition is
filed under sections 133 or 151 of this title, in which case the fee shall
bhe $50,
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B, For petitions for one-month exiensions of time o take actions
resguized by the Commissioner m an appheation:
a. On fiking a first petition, $50.
b. On Nilog @ second petition, $100,
¢. On Dling a third or subsequent petition, $200,
FHEGU®

SNOTE: UNDER 38 US.C. SUBSECTION 41D, THE |

AMOUNTS OF THE FEES HAVE BEEN INCREASED BY |
RULE; SEE

37 CFR 116 - 1.21 FOR CURRENT FEE |
AMOUNTS. The Commissioner may change the fees by rule
every three (3) years, sturifng (n 1982, based on changes in the

i Consumers Price Index.<

37 CFR 1.16 National application filing fees.
(a) Basic fee for filing cach application for an original patent,
except design or plant cases:
By a small emity (§ 1.9(0)) .. . >8170.00<
By other than a small ulluy e 2340.00<
(b) In addition to the basic filing fee in an origin: |l dpphc ation, for
filing or later presentation of cach independent claim in excess of 3:
By a small entity (§ LD coovevenicivincniinne e >17.00<
By other than a small entity ... e .2>34.00<
(¢) In addition to the basic ﬁhm, fcc inan on[,m.ll dpphc ation, for
filing or later presentation of each claim (whether independen or
dependent) in excess of 20 (Note that § 1.75(¢) indicates how multiple
dependent claims are considered for fee calculation purposes.):
By a small entity (§ 1.9(f)) ... >6.00)<
By other than a small entity
(d) In addition to the basic filing fee in an original application, if
the application contains, or is amended to contain, a multiple dependent
claim(s), per application:

By a small entity (§ 1.9(1)) coovvccrecnncninine revvenennere >55.00<
By other than a small entity .o, >110.00<

(If the additional fees required by paragraphs (b), (¢) and (d) are not
paid on filing or on later presentation of the claims for which the
additional fees are due, they mast be paid or the cliims cancelled by
amendment, prior 1o the expiration of the time period set for response
by the Office in any notice of fee deficiency.)

(¢) Surcharge for filing the basic filing fee or oath or declaration on
adate later than the filing date of the application:

By a small entity (§ 1.9(1) woniiinnnnicncnnnenn »55.00<
By other than # small entity ..o s «>110.00<
(1) For filing cach design application:

By a small entity (§ 1Y) e, rre s 2T0.00<
By other than a small entity ......... e wervnennenn > 140.00<
(g) Basic fee {or filing cach plant application:

By a small entity (§ 1.9() woveerirveencrnnnnne e e 21 10.00<
By other than a small entity ..o, >220.00<
(h) Basic fee for filing cach reissue application:

By a small entity (§ 19(0) .oovvervrnvcrrnens e 2 170.00<
By other than a small entity ..o e 2340.00<

(i) In addition to the basic filing fee in a reissue application, for
filing or inter presentation of each independent claim which is inexcess
of the number of independent ¢laims in the original patent:

By a small entity (§ 1.9(0) wovovvconecnrenes rreeneeeenaanes >17.0<
By other than a small ety c.vinonnn., >34.00<

() In addition 10 the basic hhm, lcu in a reissue application, for
filing or later presentarion of each claim (whether independent oy
dependent) in excess of 20 and also in excess of the number of claims
in the original patent, (Note that § 1.75(¢) indicates how multiple
dependent claims are considered for fee purposes.):

Rev 8, May 1968



607,02

By a small entity (§ 19U v TR X | | 53

By other than @ small enlity oo 2 1200

(Note, see § 1.445 for international application (iling and process.
ing fees.),

The above wording of 35 U.S.C. 41 > came into torce on
October 1, 1982 < and >the fees set forth in< 37 CFR 1,16
shecame effective on October 5, 1985 under 35 U.S.C. 41(D=
and *>arc< effective *>for< all U.S. patent applications filed on
and after that date >until changede,

Sce >MPEP< § 608.01(n) for multiple dependent claims,

The fec amounts referred W in the next 3 paragraphs may he
reduced by 50% if small entity stagus is established under 37
CFR 1.27.

When (iling an application, a basic fce of >$340<* entitles
applicant 1o present (20) claims including not more than (3)
>claims< in independent form. If claims in excess of the above
are included at the time of filing, an additional fee of $>34<* is
required for cach independent claim in excess of three, and a
$>12<* fee for cach claim in cxcess of twenty (20) claims
(whether independent or dependent). The fee for proper mul-
tiple dependent claims is $>12<* for cach dependency 37 CFR
1.75(c) and $>110<* per application containing a proper mul-
tiple dependent claim (in applications where a proper multiple
dependent claim is presented for the first time alter Qctober |,
1982, For an improper multiple dependent claim the fee is
$>12<*,

Upon submission of an amendment (whether entered or not)
affecting the claims, paymentof the folfowing additional fees is
required in a pending application whether the application was
filed before or after October 1, 1982:

$>34 <* for cach independent claim pending in excess
of 3 or the number of independent claims already paid for,

$>12<* for cach claim pending in excess of 20 or the
total number alicady paid for. A proper multiple depend-
entclaim counts as one claim for cach claim referred to. (It
should be recognized that the basic $>340 < fee pays for
twenty (20) claims, three of which may be independent,
regardicess of the number actually filed.)

The Application >Branch< has been authorized 1o aceeptall
applications, otherwise acceptabice, if the basic fec of $>340<*
is submitted, and to require payment of the deficicncy within a
stated period upon notification of the deficiency.

Amendments before the first action, or not filed in response
toan Office action, presenting additional claims incexcess of the
number already paid for, notaccompanicd by the full additional
fee due, will nothe entercd in whole or in partand applicant will
be so advised. Such amendments filed in reply to an Office
action will be regarded as not responsive thereto and the practice
set forth in >MPEP<§ 714.03 will be followed.

The additional fees, if any, due with an amendment arc cal-
culated on the basis of the ¢claims (total and independent) which
would he present, if the amendment were entered. The amend-
ment of a claim, unless it changes a dependent claim o an
independent claim or adds to the number of claims referred to :n
a multiple dependent claim and the replacement of a claim by a
cliim of the same type unless it is a multiple dependent claim
which refers 1o more prior claims, do not require any additional
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fees,

For purposes of determumng the fee due the Patent and
Trademark Office, a claim wall be weated as dependent if @
contains reference to one or more other claims in the applica-
tioa. A claim determined o be dependent by this 1ost will be
entered if the fce paid reflects this determination.

Any claim which is in dependent form but which is so
worded that it, in fact is not >a proper dependent claime< |, as for
exampie it does not include every limitation of the claim on
which it depends, will be required to be canceled as not being a
proper dependent claim; and cancellation of any further claim
depending on suchadependent claim will be similarly required.
The applicant may thercupon amend the claims o place them in
proper dependent form, or may redraft them as independent
claims, upon payment of any necessary additional fee,

Alter arequirement forrestriction, nonclected claims will be
included in determining the fees due in connection with a
subscquent amendment unless such claims are canceled.

An amendment canceling claims accompanying the papers
constituting the application will be cffective to diminish the
number of claims 1o be considered in calcutating the filing fees
L0 be paid.

The additional fees, if any, due with an amendment are
required prior o any consideration of the amendment by the
cxaminer.,

Money paid in connection with the filing of a proposed
amendment will not be refunded by reason of the noneniry of the
amendment, However, unentered claims will not be counted
when calculating the fee due in subsequent amendments,

Amendments affecting the claims cannot serve as the basis
for granting any refund,

See >MPEP< § 1415 for reissuc application {ces.

607.02 Returnability of Fees [R-8]

All questions pertaining o the return of fees are referred 10
the Refund Scction of the Accounting Division of the Office of
Finance. No opinions should be expressed to attorneys or
applicants as to whether or not fees are retarnable in particular
cases. >Such questions may also he treated, to the exient appro-
priate, in decisions on petitions decided by various Patent and
Trademark Office officials.<

608 Disclosure [R-8)

In return for a patent, the inventor gives as consideration a
complete revelation or disclosure of the invention {or which
protection is sought. All amendments or claims must lind basis
in the original disclosure, or they involve new matter. Applicant
may rely for disclosure upon the specification with original
claims and drawings, as filed, See 37CFR 1.118 and >MPEP<
60R.04,

I during the course of examination of a patent application,

an examiner notes the use of fanguage that could be deemed
offensive to any race, religion, sex, ethnic group, or nationality,
he or she should obicet 1o the use of the language as failing to
comply with the Rules of Practice. >37 CFR< 1.3 proscribes the
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presentation of papers which are lacking in decorum and
courtesy, There is o further basis Tor objection in that the inclu-
sion of such proscribed language in a Federal Govermment
publication would not be in the public interest. Alsa, the
inclusion in application drawings of any depictions or carica-
res that might reasonably be considered offensive 1o any
group should be similarly objected to, on like authority.

The examiner should not pass the application to issuc until
such language or drawings have been deleted, or questions
relating to the propricty thercof tully resolved.

For design application practice sce >MPEP< §1504,

608.01 Specification [R-8]

IS US.C. 22, Printing of papers filed.
The Commissioner may require papers filed in the Patent and
Trademark Office 10 be printed or typewritten.

37 CFR 1.71 Detatled description and specification of the invention.

() The specification must include a written description of the in-
vention or discovery and of the manner and process of making and
using the same, and is required to be in such full, clear, concise, and
exact termis as to enable any person skilled in the art or science to which
the invention or discovery appertains, or with which it is most nearly
connected, to make and use the same.

(b) The specification must set forth the precise invention for which
a patent is solicited, in such manner as to distinguish it from other
inventions and from what is old. It must describe completely a specific
embodiment of the process, machine, manufacture, composition of
matter or improvement invented, and must explain the mode of
operation or principle whenever applicable. The best mode contem-
plated by the inventor of carrying out his invention must be set forth.

(c) In the case of an improvement, the specification must particu-
larly point out the part or parts of the process, machine, manufacture,
or composition of matter to which the improvement relates, and the
description should be confined to the specific improvement and to such
parts as necessarily cooperate with it or as may be necessary 1o a
complete understanding or description of it

Certain cross notes o other related applications may be
made. References to farcign applications or o applications
identificd only by the attorney’s docket number should be
required 10 be cancelled, Sce 37 CFR 178 and >MPEP< §
202.01.

37 CFR 1.52. Language, paper, writing, margins.

(a) The application, any amendments or corrections thereto, and
the oath or declaration must be in the English language except as
provided for in § 1.69 and paragraph (d) of this section, or be accom-
panied by a verified translation of the application and a translation of
any corrections or amendments into the English language. All papers
which are 1 become a pint ol the permanent records of the Patent and
Trademark Office must be legibly written, typed, or printed in perma-
nentink or its equivalent in guality. Al of the applic.ition papers must
be presented in a form having sufficient clarity and contrast between
the paper and the writing, typing, or printing thercon to penmnit the direct
production of readily legible capics in any number by use « f photo-
graphic, electrostatic, photo-offset, and microfilming processes. If the
papers are not of the required quality, substitute typewritten or printed
papers of suitable quality may be required.
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(h) The application papers (specification, including  clams,
abstract, eath or declar on, and papers asprovided for in §§ 142, 1 43,
1.47, ete.) and also papers subsequently filed, must be plainly written
on but one side of the paper, The size of all sheets of paper should be
Bio8 1/2 by 10172 10 13 inches (20.3 10 20 .6 cm. by 26,6 w 330cm.)
A margin of at least approximately 1 inch (2.5 cm.) must be reserved
onthe left-hand of cach pag  The wp of cach page of the application,
including claims must havenarginof at least approximately 348 inch
(2 cm.). The lines must not be crowded too closely together; typewrit-
ten lines should be 1 1/2 or double spaced. The pages of the application
including claims and absiract should be numbered consecutively,
starting with [, the numbers being centrally located above or prefera-
bly, below, the text.

(c) Any interlineation, erasure, or cancellation or other alterationof
the application papers filed must be made before the signing of any
accompanying oath or declaration pursuant to § 1.63 referring to those
application papers and should be dated and initialed or signed by the
applicant on the same sheet of paper. No such alierations in the
application papers are permissible after the signing of an oath or
declaration referring 1o those application papers (§ 1.56(c)). After the
signing ol the oath or declaration referring 10 the application papers,
amendments may only be made in the manner provided by §§1.121 and
1.123 through 1.125.

(d) An application ** may be filed in alanguage other than English
**%, Averified English translation of the non-English language applica-
tion >and the fee set forth in § 1.17(k) are<* required 1o be filed with
the application or within such time as may be set by the Office.

37 CFR 1.58 Chemical and mathematical formulas and tables.

(a) The specification, including the claims, may contain chemical
and mathematical formulas, but shall not contain drawings or flow dia-
grams. The description portion of the specification may contain tables;
claims may contain tables only if necessary to conform to 35 U.S.C.
112 or if otherwise found to be desirable.

(b) All1ables and chemical and mathematical formulas in the speci-
fication, including claims, and amendments thereto, must be on paper
which is flexible, strong, white, smooth, nonshiny, and durable, in
order lo permit use as camera copy when printing any patent which may
issue. A good grade of bond paper is acceptable; watermarks should not
be prominent. India ink or its equivalent, or solid black typewriter
should be used 1o secure perfectly black solid lines.

(¢) To facilitate camera copying when printing, the widih of
formulas and tables as presented should be limited normally (0 § inches
(12.7cmu) so thatitmay appear as a single colunmin the printed paient.
If it is not possible to limit the width of a formula or table to § inches
(12.7 cm.), it is permissible (o present the formula or able with a
maximum width of 10 34 inches (27.3 ) and 1o place it sideways
on the sheet. Typewritten characters used in such formulas and tables
must be from a block (nonscript) type font or letering style having
capital letters which are at least 0.08 inch (2.1 mm.) high (elite type).
Hand lettering must be neat, clean, and have a minimum character
height of 0.08 inch (2.1 mm.). A space atleast 1/4 inch (6.4 mm. ) high
shonld be provided between complex formmlas and 1ables and the 1ext.
Tables should have the lines and columns of data closely spaced to
conserve space, consistent with high degree of legibility.

Inorderthat specifications may beexpeditiously handled by
the Office, page numbers should be placed at the center of the
1op or bottom of cach page. It is a common practice and a com-
mendable one, 1o consccutively number all the lines or every
fifth linc of cach page. A op marginof at fcast 3/4 inch should
be reserved on cach page to prevent possible mutilation of text
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when the papers are punchied for insertion in a file wrapper,

Applicants should make every effort o file patent applica-
tions in g form that is clear and reproducible. The Office may
aceeptfor filing date purposes papers of rectuced gaality but will
require that aeceptable copies be supplied for further process-
ing. Typed, mimeographed, xeroprinied, multigraphed or non-
smearing carbon copy lorms of reproduction are acceptable.

Legibility includes ability to be photocopied and photomi-
crographed so that suitable reprints can be made, This requires
a high contrast, with black lines and a white background, Gray
lines and/or a gray background sharply reduce photo reproduc-
tionquality. Legibility of some application papers may become
impaired duc to abrasion or aging of the printed material during
examination and ordinary handling of the file, It may be neces-
sary torequire that legible and permanent copics be furnished at
Later stages after filing, particularly when preparing for issuc.

Some of the patent application papers reccived by the Patent
and Trademark Office are copics of the original, ribbon copy,
These are acceptable if, in the opinion of the Office, they are
fegible and permanent. ,

The paper used must have a surface such that amendments
may bewritten thercon in ink. So-called “Easily Erasable” paper
having a special coating so that erasures can be made more
casily may not provide a “permanent” copy. >37 CFR<
*1.52(a). I a light pressure of an ordinary (pencil) eraser
removes the imprint, the examiner should, as soon as this
hecomes evident, notify applicant by use of Form Paragraph
6.32 that it will be necessary for >applicante® o order a copy of
the specification and claims 10 be made by the Patent and
Trademark Office at the applicant’s expense for incorporation
in the file. 1tis not necessary to return this copy to applicant for
signature,

9632 Application on easily eraxable paper
The application papers are objected to because they are not & per-
manent copy as required by 37 CEFR 1.52(a). Relerence is made to [ 1],
Applicant is requirved either (1) to submit permanent copices of the
dentified parts or (2) 10 order a photocopy of the above identified parts
1o be made by the Patent and Trademark Office at applicant’s expense
(or incorporation in the file, See MPEP 608.01.

Examiner Note:
In the "bracket” identify, 1) all of the specification; 2) pages of the
specification; 3) clisims; 4) oath, declarmion; §) ete.

Scelnre Benson, 1959 C.D.5: 744 O.GL 353, Reproductions
prepared by heat-sensitive, heetographic or spirit duplication
processes are also not satisfactory.

The specification is sometimes in such faulty English that a
new specification is necessary, but new specifications encum-
her the record and require additional reading, and henee should
not he required or aceepted unless it is clear to the examiner that
aceeptance of a substitite specification would facilitate proc-
essing of the application. See 37 CFR 1,125,

Form Paragraph 7.29 may be used where the disclosure
containy informalities,

§ 2.29 Disclosure Objected to, Minor Informalities
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The disclosure is objecied w bevause of the following informali-
ties: {1} Appropriate cormection is regquired.

Framiner Note:

Use this paragraph to point out minor informalitics such as spelling
errors, inconsistent wenminology, numbering of elements, etc., which
should be corrected. See paragraphs 6.28 10 6.32 for specific informali-
ties.

The specification does not require a date.

If a newly filed application obviously fails to disclose an
invention with the clarity required by 35 U.S.C. 112, revision of
the application should be required. Sce >MPEP< § 702.01.

Asthe specification is never retuencd to applicant under any
circumstances, the applicant should retain a line for line copy
thercof, cach line, preferably, having been consceutively num-
bered on cach page. In amending, the autorney or the applicant
requests insertions, cancellations, oralterations, giving the page
and the line,

*>37 CFR< 1.52(c) relating to interlincations and other gl-
terations is strictly enforced. Sce In re Swanberg, 129 USPQ
364,

Form Paragraphs 6.29-6.31 should be used where appropri-
ate.

¥ 6.29 Specification, Spacing of Lines

The spacing of the lines of the specification is such as o make
reading and entry of amendments difficult. New application papers
with lines double spaced on good quality paper are required.

§ 6.30 Nuwnerous Grammatical Errors

The specification is replete with grammatical and idiomatic errors
o aumerous to mention specifically. The specifieation should be
revised carefully, Exampaes of such errors are: [1].

¥ 6.31 Lengihy Specification, Jumbo Case

The Tengthy specification has not been checked o the extent nec-
essury Lo determine the presence of all possible minor errors.
Applicant’s cooperation is requested in correcting any errors of which
applicant may become aware in the specification,

Examiner Notes
This paragraph is applicable in so-called "Jumbo cases™.

USE OF METRIC SYSTEM OF MEASUREMENTS IN
PATENT APPLICATIONS

In order to minimize the necessity in the future for convert-
ing dimensions given in the English system of measurements o
the metric system of measurements when using printed patents
as rescarch and prior art search documents, all patent applicants
are strongly encouraged to use either (1) only metric (S.1.) units,
or (2) English units together with their metric system ¢quiva-
lents, when describing their inventions in the specifications of
patent applications, This practice, however, is not being made
mandatory at this time,

The initials 8.1, stand for “Systeme International d’Unites™,
the French name for the International System of Units, a mod-
crnized metvic sysiem adopted in 1960 by the International
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Gieneral Conference of Weights and Measures bised on previse
unit measurements made possible by modern technology,

FILING OF NON-ENGLISH LANGUAGE
APPLICATIONS

S7CER1.52 Language, Paper, Writing, Margins.
LL R A
() An application ** may be filed in a language other than English
“% A verified English translntion of the non-English language applica-
tion *>and the fee set forth in § 1 17(k) are< required to be filed with
the application or within such time as may be set by the Office.

The Patent and Trademark Oftice will accord a filing date o
an application meeting the requirements of 35 U.S.C. 1 even
though some or all of the application papers, inclading the
written description and the claims, is in a language other than
FEnglish and hence does not comply with 37 CFR 1,.52%*,

A verified English translation of the non-English language
papers >, the filing fee, the oath or declaration and fee set forth
in 37 CER L 17(k)< should cither accompany the application
papers or be filed in the Office within the time set by the Office,

A subsequently filed verificd English translation must con-
tain the complete identilying data for the application in order 1o
permit prompt association with the papers initially filed. Ac-
cordingly, itis strongly recommended that the original applica-
tion papers be accompanicd by a cover fetter and a self-
addressed retum post card, cach containing the following jden-
ufying data in English: (1) applicant’s name(s), (b) title of
invention; (¢) number of pages of specification, claims, and
sheets of drawings; (<) wheiher oath or declaration was filed and
(¢) amount and manner of paying the filing fec,

The translation must be a literal ranslation verificd as such
by the translator, and must be accompanicd by a signed request
from the applicant, his or her atlorney or agent, asking that the
verified English translation be used as the copy for examination
purposes in the Office, I the verified English transliion does
not conform 1o idiomatic English and United States practice it
should be accompanied by a preliminary amendment making
the necessary changes without the introduction of new matler
prohibited by 35 US.C. 132, In the cvent the verified literal
transiation is not timely filed in the Oftice the application will
be regarded as abandoned,

it should be recognized that this practice is intended for
emergency siluations to prevent loss of valuable rights and
should not be roatinety used for filing applications. There are al
least two reasons why this should not be used on a routine basis,
IFirst, there are obvious dangers o applicant and the public if he
sor she< ails 1o obtain a correct literal translation, Sccond, the
Giling of alarge nuniber of applications under the procedure will
create significant administrative burdens on the Office,

ILLUSTRATIONS INTHE SPECIFICATION

Graphical illustrations, diagrammatic views, flov charts
and diagrams in (he deseriptive portion of the specification do
not come within the purview of 37 CER 1.58(a), which permits
tables and chemical formulas in the specification in lico of
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formal deawings. The examiner should object to such descrip-
tive illusiions in the specilication and request formal draw-
ings in accordance with 37 CFR 181 when an application
contains graphs in the specification.

Since the December 7, 1976 issue of patents, all tables and
matiiematical cquiions and chemical formulas, or portions
thereol, have been reproduced for printing by a computer
process developed by the Data Base Contractor. Those portions
of chemical formulas which cannot be reproduced by the
process, such as dotted, carved, broken and wedge-shape lines,
must be drawn by haad on the photocomposcd page. There are,
however, some chemical structures which cannot be reproduced
because they are cither too complex or involve too many lines
which cannot be gencrated by the computer process. The camera
copy process, which is used to insert these types of structures
onto the printed patent page, is both time consuming and costly
(o the Office. Because of the reduction factor and failure o
comply with the guidelines set forth in 37 CFR 1.58 (a) and (b),
the reproduction of these structures is often poor,

Therelare, the specification, including the clainis, may con-
tain chemical formulas and mathematical equations, but should
not contain drawings or flow diagrams or diagrammatic vicws
of chemical structures. The description portion of the specifica-
tuon may contain tables; clims may contain tables only if
necessary 1o conform 1o 35 U.S.C, 112,

>APPLICATION FILED WITHOUT ALL PAGES OF
SPECIFICATION

Applications filed without all pages of the specification are
not given a filing date since they are "prima facic” incomplete.
The filing date is the date on which the omitted pages arc filed.
If the oath or declaration for the application was tiled priorto the
submission of all pages of specification, the submission of any
omitted pages must be accompanicd by a supplemental oath or
declaration referring to the specitication originally deposited, as
amended w include the pages originally omitted. 1 the oath or
declaration for the application was not filed prior o the submis-
sion of the omitted pages, the oath or declaration, when filed
mustinclnde aspecificreference to the pagesoriginally omitied.
If any applicant believes that the omited pages of the applica-
tion are not necessary for an understanding of the subject matter
sought to be patented, applicant may petition to bave the
application aceepted without the omitted pages. Any petition
must be accompaniced by the petition fee (37 CER 1.17(h)) and
anamendmentcancelling from the specification all incomplete
sentences and any claims which depend upon the omitted pages
for disclosurc and support and renumbering the pages present in
consecutive order. Also, if the oath or declaration for the
application was filed prior to the date of the amendment and
petition, the amendment must he accompanicd by a supplemen-
al declaration by the applicant stating that the invention is
adequately disclosed in, and a desire to rely on, the application
asthus amended for purposes of an original disclosurc and filing
date, I the oath or declaration for the application was not filed
prior 1o the date of the petition and amendment, the oath or
declaration when filesd, must include a specific reference 1o the
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amendment cancelling from the specification all incomplete
sentences and any claims which depend upon the omitted pages
for disclosure and support. The petition requesting that the
application be accepted without the omitted pages should be
dirceted to the Office of the Assistant Commissioner for Patents
and request relicf under 37 CFR 1,182,

APPLICATION FILED WITHOUT AT LEAST ONE
CLAIM

35 U.S.C. 111 requires that an application for patent should
include, inter alia, "a specification as prescribed by section 112
of this title", Section 112 states that, “The specification shall
contain a wriiien description ... .and .., shall conclude with onc
or more claims ..." Also, the CAFC stated in Litton Systems, Inc
v. Whirlpool, 221 USPQ 97, 105 (Fed. Cir. 1984) that:

"Both statute, 35 U.S.C. § 111, and federal regulations, 37
CFR § 1.51, make clear the requirement that an application for
a patent must include (1) a specification and claims, ..."(em-
phasis original)

Therefore, a claim is clearly a statutory requirement for
according a filing date to an application. 35 U.S.C.171 makes
35U.8.C. 112 applicable to design applications. Also, 35 U.S.C,
162 requires the specification in a plant patent application to
contain a claim. Thus, any application filed without at lcast one
claim is incomplete and not entitled (o a filing date, If the
application does not contain at least onc claim, a "Notice of
Incomplete Application” (fortn PTO-1123) will be mailed to the
applicant(s) indicating- that no filing date has been granted and
seiting aperiod for submitting aclaim. The filing date will be the
date of receipt of at least one claim, Sce In re Mattson, 208
USPQ 168 (Comm'r Pats 1980).<

608.01(a) Arrangement of Application [R-8]

37 CFR 1.77 Arrangement of application elements.

The elements of the application should appear in the following
order:

(0) Title of the invention; or an introductory portion stating the
name, citizenship, and residence of the applicant, and the title of the
invention may be used,

(b) (Reserved).

(c) (1) Cross-reference to related applications, if any.

(2) Reference to a “microfiche appendix” if any. (See § 1.96(h)).
The total number of microfiche and total number of frames should be
specified.

(d) Bricf summary of the invention,

(¢) Briefdescription of the several views of the drawing, if there are
drawings.

(f) Detailed description,

(g) Claim or claims.

(h) Abstract of the disclosure.

() Signed oath or declaration.

(j) Drawings.

NOTE
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Design patent specification, »MPEP< § 1503.01,

Plant patent specification, >MPEP< § 1605,

Reissue patent specification, >MPEP< § 1411.

The following ordes of arrangement is preferable in framing
the specification and, except for the title of the invention, each
of the letiered items should be preceded by the headings indi-
cated,

(a) Title of the Invention.

(b) Cross-References to Related Applications (if any).

(c) Background of the Invention,

1. Ficld of the Invention.
2. Description of the related art including information dis-
closed under >37 CFR< 1.97-1.99.

(d) Summary of the Invention.

(c) Briel Description of the Drawing.

(f) Description of the Preferred Embodiment(s).

(&) Claim(s).

(h) Abstract of the Disclosure.

Applicant (typically a pro s¢) may be adviscd of the proper
arrangement by using Form Paragraph 6.01 or 6.02.

f 6.01 Arrangement of Specification

The following guidelines illustrate the preferred layout and content
for patent applications. These guidelines are suggested for the
applicant’s use.

Arrangement of the Specification

The following order or arrangement is preferred in framing the
specification and, except for the title of the invention, cach of the
lettered items should be preceded by the headings indicated below.,

(a) Title of the Invention.

(b) Cross-References to Related Applications (if any).

(c) Statement as torights to inventions made under Federally-spon-
sored research and development (if any).

(d) Background of the Invention,

1. Ficld of the Invention.
2. Description of Related Art including information disclosed

under 37 CFR §§ 1.97-1.99.

(¢) Summary of the Invention.

(D) Brief Description of the Drawing,

(g) Description of the Preferred Embodiment(s).

(h) Claim(s).

(i) Abstract of the Disclosure,

Examiner Note:
In this paragraph an introductory sentence will be necessary.
This paragraph is intended primanly foruse in Pro Se applications.

§ 6.02 Content of Specification
Content of Specification

(8) Title of the Invention. (See 37 CFR § 1.72(a)). The title of the
invention should be placed at the top of the first page of the specifica-
tion. It should be briel buttechnically accurate and descriptive, prefera-
bly from two to seven words.

(b) Cross-References to Related Applications: See 37 CFR 1.78
and § 201.11 MPEP.

(c) Statement as to rights to inventions made under Federally spon-
sored research and development (if any): sce § 310 MPEP,

(<)) Background of the luvention: The specification should set forth
the Background of the Invention in two paris:

(1) Ficld of the Invention: A statement of the ficld of art to which
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the invention pertains, This statement may include a paraphrasing of
the applicable U.S. patent classification definitions or the subject
matterof theclaimed invention, This itemmay also be titled *Technical
Field™,

(2) Deseription of the Related Art: A deseription of tie related art
known to the applicant and including, if applicable, references to
specific art related and problems involved in the prior art which are
solved by the applicant’s invention. This item may also be titled
“Background Art™.

(¢) Summary: A bricl summary or general statement of the inven-
tion as setforth in37 CFR § 1.73. The summary is separate and distinet
from the abstract and is dirccted toward the invention rather than the
disclosure as a whole. The summary may point out the advantages of
the invention or how it solves problems previously existent in the prior
art (and preferably indicated in the Background of the Invention). In
chemical cases it should point out in general terms the uiility of the
invention. If possible, the nature and gist of the invention or the
inventive concept should be set forth. Objects of the invention should
be treated briefly and only to the extent that they contribute to an
understanding of the invention.

(D) Brief Description of the Drawing(s): A reference to and brief
description of the drawings(s) as set forth in 37 CFR § 1.74.

(g) Description of the Preferred Embodinient(s): A description of
the preferred embodiment(s) of the invention as required in 37 CFR §
1.71. The description should be as short and specific as is necessary to
describe the invention adequately and accurately.

This item may also be titled *“Besi Mode for Carrying Out the In-
vention”. Where clements or groups of elements, compounds, and
processes, which are conventional and gencerally widely known in the
ficld of the invention described and their exact nature or type is not
necessary for an understanding and use of the invention by a person
skilled in the art, they should not be described in detail. However,
where particularly complicated subject matter is involved or where the
clements, compounds, or processes may not be commonly or widely
known in the field, the specification should refer to another patent or
readily available publication which adequately describes the subject
matier.

(h) Claim(s) (See 37 CFR 1.75) A claim may be typed with the
various clements subdivided in paragraph form. There may be plural
indentations to further segregate subcombinations or related steps.

(i) Abstract: A briefnarrative of the disclosure as a whole inasingle
paragraph of 250 words or less.

Examlner Note:

In this paragraph an introduciory sentence will be necessary.

This paragraph is intended primarily for use in P'ro Se applications.
Sce also “pro se” from paragraphs in Chapter 1700 of the Manual of
Patent Examining Form Paragraphs.

608.01(h) Abstract of the Disclosure [R-8]
I7CFR 1.72(b). Title and abstract.

A brief abstract of the technical disclosure in the specification mnst
be set forth on a separate sheet, preferably following the claims under
the heading “Abstract of the Disclosure™. The purpose of the abstract
is to enable the Patent and Trademark Office and the public generally
to determine quickly from a enrsory inspection the patnre and gisi of the
technical disclosure. The abstract shall not be used for interjreting the
scope of the claims.

In all cases which lack an absiract, the examiner in the first
Ofice action should require the submissionof * *>an< abstract
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*>direcied 1o< the technical disclosure in the specification, See
Form Paragraph 6,12 (below). >Applicants may use ¢ither
"Abstract” or "Abstract of the Disclosure™ as a heading.<

I the abstract contained in the application does not comply
with the guidelines, the examiner should point out the defect o
the applicant in the first Office action, or at the carliest point in
the prosecution that the defect is noted, and require compliance
with the guidelines. Since the abstract of the disclosure hasheen
interpreted to be a part of the specification for the purpose of
compliance with paragraph 1 of 35 US.C. 112 {n re
Armbruster, 512 F.2d 676, 185 USPQ 152 (CCPA, 1973)). it
would ordinarily be preferable that the applicant make the
nccessary changes o the abstract to bring it into compliance
with the guidelines. Sce Form Paragraphs 6.13-6.16 (below).

Responsces to such actions requiring cither a new absiract or
amendment to bring the abstract into compliance with the
guidelines should be treated under 37 CFR 1.111(b) practice
like any other format matter. Any submission of a new abstract
or amendment 1o an existing abstract should be carefully re-
vicwed for introduction of new matter, 35 U.S.C, 132, >MPEP<
§ 608.04.

Upon passing the casc to issue, the examiner should see that
the abstract is an adequate and clear statement of the contents of
the disctosure and generally in line with the guidelines, The
abstract shalt be changed by the examiner’s amendment in those
instances where deecmed necessary. This authority and respon-
sibility of the examiner shall not be abridged by the desirability
of having the applicant make the nccessary corrections. For ox-
ample, if the application is otherwise in conclition for allowance
cxcept that the abstract does not comply with the gaidelines, the
examiner generally should make any necessary revisions by
cxaminer’s amendment rather than issuing an Ex parte Quayle
action requiring applicant to make the necessary revisions.

Undercurrent practice, in all instances where the application
contains an abstract when sent 0 issuc, the abstract will be
printed on the patent,

GUIDELINES FOR THE PREPARATION OF PATENT
ABSTRACTS

Background

The Rules of Practice in Patent Cases require that cach ap-
plication for patentinclude an abstract of the disclosure, 37 CFR
1.72(h).

The content of a patent abstract should be such as to enable
the reader thereof, regardless of his degree of familiarity with
patent documents, to ascertain quickly the character of the
subject matter covered by the technical disclosure and should
include that which is ncw in the art to which the inveation
pertains.

The abstract is not intended nor designated for use in inter-
preting the scope or meaning of the claims, 37 CFR 1.72(b).

Content

A patent abstract is a concise statement of the technical dis-
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closire of the patent and should include that which is new in the
art 1o which the invention pertains,

11 the paient is of a basic nature, the entire technical disclo-
sure may be new in the art, and the abstract should he directed
to the entire disclosure,

If the patent is in the nature of an improvement in old
apparatus, process, product, or composition, the abstract should
inchude the technical disclosure of the improvement,

In certain patents, particularly those for compounds and
compositions, whercin the process for making and/for the use
thereol are not obvious, the abstract should set forth a process
for making and/or a use thereof,

1T the new technical disclosure involves modifications or al-
ternatives, the abstract should mention by way of example the
preferred modification or alternative.

The abstract should not refer 1o purported merits or specu-
fative applications of the invention and should not compare the
invention with the prior art.

Where applicable, the abstract should include the following:
(Myiramaching or apparatus, its organization and operation; (2)
i’ an article, its method of making; (3) i a chemical compound,
its identity and use; (4) if a mixture, its ingredients; (5) if a
process, the steps. Extensive mechanical and design details of
apparatus should not be given.

With regard particularly to chemical patents, for compounds
orcompositions, the general nature of the compound or compo-
sition should be given as well as the use thereof, e.g., “The
compounds are of the class of alkyl benzene sulfonyl urcas,
usclulasoral anti-diabetics.” Exempliticationolaspecies could
be illustrative of members of the class. For processes, the type
reaction, reagents and process conditions should be stated,
generally illustrated by a single example unless variations are
necessary.

Language and Format

The abstract should be in narrative form and generally
limitedto asingle paragraph within the range of 50 10 250 words.
It is important that the abstract not exceed 250 words in length
since the space provided for the abstracton the compuier tape by
the printer is limited. 11 the abstract cannot be placed on the
computer tape because of its excessive length, the application
will be returned w0 the examiner for preparation of a shorter
abstract. The form and legal phrascology often used in patent
claims, such as “means™ and “said,” should be avoided. The
abstract should sufficienty describe the disclosure to assist
readers in deciding whether there is anced for consulting the [l
patent text for details,

The tanguage should be clear and congise and should not
repeat information given in the title. It should avoid using
phrases which can be implied, such as, “This disclosure con-
cerns,” “The disclosuie defined by thisinvention,” “Thisdisclo-
sure desceribes,” eie.

Responsibility
Preparation of the abstract is the responsibility of the apphi-
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cant. Background knowledge of the art and an appreciation of
the applicant’s contribution to the art are most important in the
prepacation of the abstract, The review of the abstract, for
compliance with these guidelines, with any necessary editing
and revision on allowance of the application is the respoasibility
of the examiner,

Sample Abstracts

(1) A heart valve which has an annular valve body defining an
orifice and a plurality of strais forming a pair of cages on opposite sides
of the orifice. A spherical closure member is caplively held within the
cages and is moved by blood flow between open and closed positions
in check valtve fashion. A slight leak or backflow is provided in the
closed position by making the orifice slightly larger than the closure
member, Blood flow is maximized in the open position of the valve by
providing am inwardly convex contour on the orifice-defining snifaces
of the body. An annular rib is formed in a channel around the periphery
of the valve body o anchor asuture ring used to secure the valve within
a heart.

(2) A method for sealing whereby heat is applied to seal, overlap-
ping closure panels of a folding box made from paperboard having an
extremely thin coating of moisture-proofing thermoplastic material on
opposite surfaces. Heated air is directed at the surfaces to be bonded,
the temperature of the air at the point of impact on the surfaces being
above the char point of the board. The duration of application of heat
is made so briel, by a corresponding high rate of advance of the boxes
through the air stream, that the coating on the reverse side of the pancls
remains substantiatly non-tacky. The bond is formed immediately after
heating within a period of time for any one surface point less than the
total time of exposure 1o heated air of that point. Under such conditions
the heat applied to soften the thermoplastic coating is dissipated after
compietion of the bond by absorption into the board acting as a heat
sink without the need for cooling devices.

(3) Amides are produced by reacting an ester of a carboxylic acid
with anamine, using as catalystan alkoxide of an atkali metal, The ester

is first heated to at least 75 C. under a pressure of no more than 5 mm.

of mercury to remove moisture and acid gases which would prevent the
reaction, and then converted to an amide without heating to initiate the
reaction,

§6.12 Abstract Missing (Background)
This application does not contin an Abstract of the Disclosure as
required by 37 CFR 1.72(b). An abstract on a separate sheet is required,

Examiner Note:
For Pro Se applicant consider form paragraphs 6.14 - 6.16.

¥ 6.13 Abstract Objected 1o: Minor Informalities
The Abstract of the Disclosure is objected 10 because [ 1], Correc-
tion is required. Sce MPEP 608.01(b).

Examluer Note:

In bracket 1, indicate the informalities that should be corrected.
Use this paragraph for minor informalities such as the inclusion of legal
phraseology, undue length, ete.

g o6.14 Abstract of the Disclosure: Content
Applicant is reminded of the proper content of an Abstract of the
Disclosure.
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A patent abstrisct is o concise staterient of the technical disclosure
ol the patent and should include that which is new in the ant to which
the invention pertains,

[ 1he patent is of a basic nature, the entire technicsl disclosure may
he new in the art, and the abstract should be directed to the entire
disclosure.

If the patent is in the nature of an improvement in an old apparatus,
process, product or composition, the abstract should include the tech-
nical disciosure of the improvement.

In certain patents, particularly those for compounds and composi-
tions, wherein the process for making and/or the use thereof are not
obvions, the abstract should set forth a process for making and/or use
thereof.

If the new technical disclosure involves modifications or altema-
tives, the abstract should mention by way of example the preferred
modification or alternative,

The abstract should notrefer to purported merits or speculative ap-
plications of the invention and should not compare the invention with
the prior art.

Where applicable, the abstract should include the following: (1) if
amachine or apparatus, its organization and operation; (2)if an article,
its method of making; (3) if a chemical compound, its identity and use;
(4) if a mixture, its ingredients; (5) if a process, the steps. Extensive
mechanical and design details of apparatus should not be given,

Examiner Note:
Sce paragraph 6.16.

§6.15 Abstract of the Disclosure, Chemical Cases

Applicant is reminded of the proper content of an Abstract of the
Disclosure.

In chemical patent abstracts, compounds or compositions, the gen-
eral nature of the compound or composition should be given as well as
its use, ¢.g., *“The compounds are of the class of alkyl benzene sulfonyl
urcas, useful as oral anti-diabetics.” Exemplification of aspecies could
be illustrative of members of the class. For processes, the type reaction,
reagents and process conditions should be stated, generally illustrated
by asingle example unless variations are necessary. Complete revision
of the content of the abstract is required on a separate sheet.

§6.16 Abstract of the Disclosure, Language

Applicant is reminded of the proper language and format of an
Abstract of the Disclosure.

The abstract should be in narrative form and generally limited to a
single paragraph on a separate sheet within the range of 50 10 250
words. It is important that the abstract not exceed 250 words in length
sinee the space provided for the abstract on the computer tape used by
the printer is Hmited. The form and legal plirascology often used in
patent claims, such as “means™ and “said”, should be avoided. The
abstract should describe the disclosure sufficiently to assist readers in
deciding whether there is a need for consalting the full patent text for
details.

The language shoukl be clear and concise and should not repeat
inforuation given in the title. It should avoid using phrases which can
he implied, such as, “The disclosure concems,”™ “The disclosure
defined by this invention,” “The disclosure deseribes,™ ete.

Examiner Note:
See also paragraph 6,14,
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608.01(¢) Background of the Invention
(R-8]

The Background of the lnvention ordinarily comprises two
parts:

(1) Ficld of the Invention: A statement of the ficld of art
which the invention pertains. This statement may include a
paraphrasing of the applicable U.S. patent classification defini-
tions. The statcment should be directed to the subject matter of
the claimed invention.

(2) Description of the related art including information dis-
closed under >37 CFR<* 1.97 -1.99: A paragraph(s) describing
to the extent practical the state of the prior art or other informa-
tion disclosced known to the applicant, including references to
specific prior artor other information where appropriate. Where
applicable, the problems involved in the prior art or other
information disclosed which arc solved by the applicant’s
invention should be indicated. See atso >MPEP< §§ 608.01(a),
608.01(p) and 707.05(b).

608.01(d) Brief Summary of Invention
[R-8]

37 CFR 1.73 Summary of the invention.

A brief summary of the invention indicating its nature and sub-
stance, which may include a statement of the object of the invention,
should precede the detailed description. Such summary should, when
set forth, be commensurate with the invention as claimed and any
object recited should be that of the invention as claimed.

Since the purpose of the brief summary of invention is to
apprise the public, and more cspecially those interested in the
particular art to which the invention relates, of the nature of the
invention, the summary should be dirccted to the specific
invention being cluimed, in contradistinction to mere gencerali-
tics which would be equally applicable to numerous preceding
patents. That is, the subjcct matter of the invention should be
described in one or more clear, concise sentences or paragraphs.
Stercotyped general statements that would fit one case as weli
as another serve no useful purpose and may well be required to
be canceled as surplusage, and, in the absence of any illuminat-
ing statement, replaced by staiements that are directly in point
as applicable exclusively to the casc in hand.

The bricf summary, if properly written to sctout the exact
nature, operation and purpose of the invention, will be of
material assistance in aiding ready understanding of the patent
in (uture scarches. Sce >MPEP< § 905.04. The brief summary
should be more than a mere statement of the objects of the
invention, which statcment is also permissible under 37 CFR
1.73.

The brief summary of invention should be consistent with
the subject matter of the claims. Note final review of application
and preparation for issue, >MPEP< § 1302,
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608.01(¢) Reservation Clauses Not

Permiticd

37CFR 179 Reservation clauses not permitied.

A reservation for a future application of subject matter disclosed
but not claimed in a pending application will not be permiuted in the
pending application, but an application disclosing unclaimed subject
matter may contain a reference to a later filed application of the same
applicant or owned by a common assignee disclosing and claiming that
subject matter.

608.01(f) Brief Description of Drawings

[R-8]

37 CFR 1.74 Reference to drawings.

When there are drawings, there shall be a brief description of the
several views of the drawings and the detailed description of the
invention shall refer to the different views by specifying the numbers
of the figures, and to the different parts by use of reference letters or
numerals (preferably the latter).

>Application Branch will review the specification, includ-
ing the brief description prior to assigning a filing date to the
application to insure thatall figures of drawings described in the
specification are present. If the specification describes a figure
which is not present in the drawings, Application Branch will
mail a "Notice of Incomplete Application” (form PTO-1123),
MPEP § 601.01, stating that the filing date of the application
will be the date of receipt of the omitted figures. Therefore, it is
important that all figures of drawings be correctly labetled and
described in the brief description and clsewhere in the specifi-
cation. Sce also, MPEP § 608.02.<

The examiner should sce to it that the figures are correctly
described in the bricf description of the drawing, that all section
lines used are referred to, and that all needed section lines are
used.

608.01(g) Detailed Description of

Invention [R-8)]

A detailed description of the invention and drawings follows
the genceral statement of invention and brief description of the
drawings. This detailed description, required by 37 CFR 1.71,
>MPEP< § 608.01, mustbe in such particularity asto enable any
person skilled in the pertinent art or science to make and usc the
invention without involving cxtensive cxperimentation. An
applicant is ordinarily permitied to use his or her own terminol-
ogy. as long as it can be undersiond. Necessary grammatical
corrcctions, however, should be required by the examiner, but
it must be remembered that an examination is not made for the
purpose of securing grammatical perfection.

The relerence characters must be properly applied, nosingle
reference character being used for two different parts or for a
given part and a modification of such part, in the fatter case, the
reference character, applicd to the “given part,” with a prime
alfixed may advantageously he applied to the modification,
Every feature specified in the claims must be illustrated, but
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there should be no superfiuous illustrations,

T description is a dictionary for the claims and should
provide cleas support or antecedent basis for allterms used in the
claims, See 37CFR 1.75, >MPEP< §8 608.01(0), 608.01 (0), and
1302.G1.

NOTE. — Completeness, >MPEP< § 608.01(p).

USE OF SYMBOL "@" IN PATENT APPLICATION

The Greek letier Phi has long been used as a symbol in
cquations in all technical disciplines. It further has special uses
which include the indication of an electrical phase or clocking
signal as well as an angular mcasurement. The recognized
symbols for the upper and lower case Greek Phi characiers,
however, do not appear, on most typewriters, This apparcntly
has fed to the use of a symbol composed by first striking a zero
key and then backspacing and striking the “cancel” or “slash”
key 10 result in @ an approximation of accepted symbols for the
Greck character Phi. In other instances the symbol is compaosed
using the upper or lower case letter “O™ with the “cancel™ or
“slash” superimposed thereon by backspacing or is simply
handwritten in a varicty of styles. These expedients result in
confusion hecause of the variety of type sizes and styles avail-
able on modern typewriters,

In reeent years, the growth of data processing has scen the
increasing use of this symbol (“6”) as the standard representa-
tion of zcro. The “slashed” or “cancelled xzero” is used 1o
indicate zero and avoid confusion with the upper case letter “Q”
in both text and drawings.

Thus, when the symbol “@ in onc of its many variations, as
discussed above, appears in patent applications being prepared
for printing, confusion as to the intended meaning of the symbol
arises. Those (such as examiners, attorneys, and applicants)
working in the art can usually determine the intended meaning
of this symbol because of their knowledge of the subject matter
involved, but editors preparing these applications for printing
have no such specialized knowledge and conlusion arises as to
which symbol to print. The result, at the very Ieast, is delay until
the intended meaning of the symbol can be ascertained.

Since the Office does not have the eesources to conduct a
technical editorial review of cach application belore printing,
and in order to climinate the problem of printing delays associ-
ated with the usage of these symbols, any question about the
intended symbol will be resolved by the editorial stalf of the
Office of Publications by printing the symbol “a” whenever that
symbol is used by the applicant. Any Certificate of Correction
neeessitated by the above practice will be at the patentee’s
expense (37 CFR 1.323) beceause the intended symbol was not
accurately presented by the Greek upperoriowercase Phi letiers
(@, ¢) in the patent application,

608.01(h) Mode of Operation of Invention
[R.8]

Thebest mode contemplated by the inventor of carrying out
his >or her< invention mast be set forth in the description. >Sce
35S US.C. 112, There is no statutory requirement for the disclo-
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sure ol a specific example. A patent specification is not intended
nor required o be a production specification. In re Gay, 309 F2d
768, 135 USPQ 311 (CCPA 1962). The absence of a specitic
waorking example is not necessarily evidence tha the best made
has not been disclosed, nor is the presence of one evidence thin
ithas, In re Honn, 364 F2d 454, 150 USPQ 652 (CCPA 1966).
In determining the adequacy ol a best mode disclosure, only
evidence of conccalment (accidental or intentional) is to be
considered. That evidence must tend Lo show that the quality of
an applicant's best mode disclosurc is so poor as to effectively
result in concealment. In re Sherwood, 204 USPQ 537 (CCPA
1980).<**

The question of whether an inventor has or has not disclosed
what he or she feels is his or her best mode is a question separate
and distinct from the question of sufficiency of the disclosure,
In re Gay, 135 USPQ 311 (C.C.P.A. 1962); In re Glass, 181
USPQ 31 (C.C.P.A. 1974). Sce 35 US.C. 112 and 37 CFR
1.71(b). Sylgab Steel & Wire Corp. v. Iinoco-Gateway Corp.,
357 F. Supp. 657, 178 USPQ 22 (N.D. 111, 1973); /1. K. Porter
Co., Inc. v, Gates Rubber Co., 187 USPQ 692, 708, (D. Colo.
1975).%*

>If the best mode contemplated by the inventor at the time
of filing the application is not disclosed, such defect cannot be
cured by submitting an amendment sceking 10 put into the
specification something required to be there when the applica-
tion was originally filed. fn re Hay, 534 F24917, 189 USPQ 790
(CCPA 1976). Any proposcd amendment of this type should be
treated as new matler.<

Patents have been held invalid in cases where the patentee
did not disclose the best mode known to him. Sce Flick-Reedy
Corp. v. Hydro-Line Manifacturing Co., 351 F.2d 546, 146
USPQ 694 (CA 7 1965), cert. denied, 383 U.S. 958, 148 USPQ
771 (1966); Indiana General Corp. v. Krystinel Corp.. 297 F,
Supp. 427. 161 USPQ 82 (§.D.N.Y, 1969), aflirmed, 421 F.2d
1033, 164 USPQ 321 (CA 2 1970); Dale Electronics, Inc. v,
R.C.L. Electronics, Inc., 488 F.2d 382, 180 USPQ 235 (CA 1
1973); Union Carbide Corp. v. Borg-Warner Corp., 550 F. 2
355,193 USPQ 1 (CA 6 1977); Reynolds Metals Co. v. Acorn
Building Components Inc., 548 F.2d 155, 163, 192 USPQ 737
(CA 61977).

NOTE. —— Completeness, >MPEP< § 608.01(p).

608.01G) Claims [R-8]
37CFR 1.75 Claim(s).

(a) The specificationmustconclude with aclaim particalarly point-
ing out and distinctly claiming the subject matier which the applicant
regards as his invention or discovery.,

(b) More than one claim may be presented provided they differ
substantially from cach other and are not unduly multiplied.

(c) One or more claims may be presented in dependent form,
referring back to and further limiting another claim or claims in the
same application. Any dependent claim which refers to more than one
other claim ("multiple dependent claim™) shall refer to such other
claims in the aliemative only. A multiple dependent claine shatl not
serve as a basis for any other multiple dependent clain.. For fee
cafculation purposes under § 1.16, a multiple dependent claim will be
considered to be that number of claims to which direct reference is
made therein, For fee caleulation purposes, also, any ¢laim depending
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e & multpde dependent claun will be con Jered w be that number
of ¢laiins w which direct reference is made in that multiple dependent
clavm, fn sdddision to the other (iling fees, any original application which
1 fuded with, of i a0 wided w include, multiple dependent claims must
have praid therein the fee set fosth in § 1,16{d). Claims i dependet
form shall be constryed o include all the limitations of the claim incor-
porated by reference into the dependent claim. A muluple dependent
claim shall be construed to incorporate by reference all the limitations
of cach of the particular claims in relation 10 which it s being
considered.

(d)(1) The claim or claims must conform to the invention as sel
forth in the remainder of the specification and the terms and phrases
used in the claims must find clear support or anlecedent basis in the
description so that the meaning of the terms in the claims may be
ascertainable by reference to the description. (See § 1.58(a).)

(2) Sce §§ 1.14110 1.146 as 1o claiming different inventions inone
application.

(¢) Where the nature of the case admits, as in the case of an im-
provement, any independent claim should contain in the following
order, (1) a preamble comprising a general description of all the
clements or steps of the claimed combination which are conventional
or known, (2) a phrase such as “wherein the improvement comprises,”
and (2) those clements, steps and/or relationships which constitule that
portion of the claimed combination which the applicant considers as
the new or improved portion.

(0 If there are several claims, they shall be numbered consecutively
in Arabic numerals.

(g) Alldependentclaims should be grouped iogether with the claim
or claims 1o which they refer to the extent possible.

NOTE

Numbcring of Claims, >MPEP< § 608.01(j).
Form of Claims, >MPEP< § 608.01(m).
Dependent claims, >MPEP< § 608.01(n).
Examination of claims, >MPEP< § 706.
Claims in cxcess of {fec, >MPEP< § 714.10,

608.01(j) Numbering of Claims

37 CFR 1.126 Numbering of claims.

The original numbering of the claims must be preserved through-
out the prosecution. When claims are canceled, the remaining claims
must not be renumbered. When claims are added, except when pre-
sented in accordance with § 1.121(b), they must be numbered by the
applicant consccutively beginning with the number next following the
highest numbered claim previously presented (whetherentered or not),
When the application is ready for allowance, the examiner, if neces-
sary, will renumber the claims consecutively in the order in which they
appear or in such order as may have been requested by applicant,

In a single claim casc, the claim is not numbered.
Form Paragraph 6.17 may be used to notily applicant.

§6.17 Numbering of Claims, 37 CFR 1.126

The numbering of claims is not in accordance with 37 CFR 1.126.
The original numbering of the claims must be preserved throughout the
prosccution. When claims are canceled, the remaining claims must not
be renumbered. When claims are added, except when presented in
accordance with 37 CFK § 1.121(b), they must be numbered consecu-
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tvely beginning with the number next following the highest numbered
claims previously presented (whether entered or not),
Misnuntbered claims [ 1] have been senumbered {21, respectively.

6()8.()I(k). Statutory Requirement of Claims

35 U.S.C. 112 requires that the applicant shall particularly
point out and distinctly claim the subject matter which he or she
regards as his or her invention. The portion of the application in
which he or she docs this forms the claim or claims. This is an
important partof the application, as it is the definition of that for
which protection is granted.

608.01(1) Original Claims

In establishing a disclosure, applicant may rely not only on
the description and drawing as filed but also on the original
claims if their content justifics it.

Where subject matter not shown in the drawing or described
in the description is claimed in the casc as filed, and such
original claim itself constitutes a clear disclosure of this subject
matter, then the claim should be treated on its merits, and
requirement made to amend the drawing and description 10
show this subject matter, The claim should not be attacked cither
by objection or rejection because this subject matter is lacking
inthe drawing and description. It is the drawing and description
that are defective; not the claim.

It is of course 10 be understood that this disclosure in the
claim must be sufficiently specific and detailed to suppert the
necessary amendment of the drawing and description.

608.01(m) Form of Claims [R-8]

While there is no set statutory form for claims, the present
Office practice is to insist that each claim must be the object of
a sentence starting with “I (or we) claim”, “The invention
claimed is” (or the equivalent). I, at the time of allowance, the
guoted terminology is not present, it is inserted by the clerk.
Each claim begins with a capital letter and ends with a period.
Periods may not be used clsewhere in the claims except for
abbreviations. A claim may be typed with the various clements
subdivided in paragraph form.

There may be plural indentations to further segregate sub-
combinations or rclated steps. In general, the printed patent
copics will follow the format used but printing difficultics or
cxpense may prevent the duplication of unduly complex claim
formats.

Reference characters corresponding to elements recited in
the detailed description and the drawings may be used in con-
junction with the recitation of the same clement or group of
clements in the claims. The reference characters, however,
should be enclosed within parentheses so as to avoid confusion
with other numbers or characters which may appear in the
claims, The use of reference characters is o be considered as
having no cffect on the scope of the claims,

Many of the difficultics encountered in the prosccution of
patent applications afier final rejection may be alleviated if cach
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applicant inclides, wt the tme of Diling or no later than the firsg
response, claims varying from the broadest o which he or she
believes he or she is emtitled 1o the most detadled that hie or she
is willing to accept.

Claims should preferably be arranged in order of scope so
that the first claim presented is the broadest. Where separaie
species are claimed, the claims of like specics should be grouped
together where possible and physically separated by drawing a
linc between claims or groups of claims. (Both of these provi-
sions may not be practical or possible where several species
claims depend from the sasnc gencric claim.) Similarly, product
and process claims should be scparately grouped. Sucharrange-
ments are for the purposc of facilitating classification and
cxamination,

The form of claim required in 37 CFR 1.75(e) is particularly
adapied for the description of improvement type inventions, It
is 1o be considered a combination claim. The preamble of this
form of claim is considered to positively and clearly include all
the clements or steps recited thercin as a part of the claimed
combination.

For rejections not based on prior art scec >MPEP< § 706.03.

608.01(n) Dependent Claims [R-8]

37 CFR 1.75(c) rcads as follows for applications filed prior
to January 24, 1978:

(¢) When more than one claim is presented, they may be placed in
dependent form in which a claim may refer back to and further restrict
a single preceding claim. Claims in dependent form shall be constried
to include all the limitations of the claim incorporaled by reference into
the dependent claim.,

MULTIPLE DEPENDENT CLAIMS

37 CFR 1.75(c) reads as follows forapplications filed on and
after January 24, 1978.

37 CFR 1.75 Claim(s)
L

(¢) one or more claims may be presented in dependent form,
referring back to and further limiting another claim or claims in the
same application. Any dependent claim which refers to more than one
other claim (“multiple dependent claim™) shall refer to such other
claims in the altemnative only. A multiple dependent claim shall not
serve as a basis for any other multiple dependent claim. For fee
calculation purposes under § 1.16, a multiple dependent claim will be
considered (o be that number of claims to which direct reference is
made therein. For fee calculation purposes, also, any claim depending
from a multiple dependent claim will be considered to be that number
of claims to which direct reference is made in that multiple dependent
claim. In addition to the other filing fees, any original application which
is filed with, or is amended to include, multiple dependent claims must
have paid therein the fee set forth in § 1.16(d). Claims in dependent
form shall be construed to include all the limitations of the claim incor-
porated by reference into the dependent claim. A multiple dependent
claim shall be construed to incorporate by reference all the limitations
of cach of the particular claims in relation to which it is being

considered.
LB N R ]
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Generally, a multiple dependent claim is a dependent claim
which refers back in the alternative to more than one preceding
independent or dependent claim.

The second paragraph of 35 U.S.C.* 112 has beenrevised in
view of the multiple dependent claim practice introduced by the
Patent Cooperation Treaty. Thus, >35 U.S.C.<* 112 authorizes
multiple dependent claims in applications filed on and after
January 24, 1978, as long as they arc in the alternative form (e.g.,
“A machine according to claims 3 or 4, further comprising ---**).
Cumulative claiming (c.g.,”A machine according to claims 3
and 4, further comprising --- *) is not permitied. A multiple
dependent claim may refer in the alternative to only onc sct of
claims. A claim such as“A device asinclaims 1,2, 3, or4, made
by a process of claims §, 6, 7, or 8" is improper. Scction 112
allows reference 1o only a particular claim. Furthermore, a
multiple dependent claim may nof serve as a basis for any other
multiple dependent claim, cither directly or indirectly. These
limitations help to avoid unduc confusion in determining how
many prior claims arc actually referred to in a multipie depend-
ent claim,

A multiple dependent claim which depends from another
multiple dependent claim should be objected 10 by using Form
Paragraph 7.45.

§ 745 Improper Multiple Dependent Claims

Claim [1] objected to under 37 CFR 1.75(c) as being in improper
form because a multiple dependent claim {2]. See MPEP 608.01(n).
Accordingly, [3] has not been further treated on the merits,

Examiner’s Note:

1.Inbracket 2, insert * should refer to otherclaims in the alternative
only”, andfor, “cannot depend from any other multiple dependent
claim”,

2. Use this paragraph rather than 35 U.5.C. 112, fifth paragraph.

3. In bracket 3, insert *“the claim has” or “these claims have™.

Assumc cach claim example given below is from adifferent
application,

ACCEPTABLE MULTIPLE DEPENDENT CLAIM
WORDING

Claim 5. A gadgel according to claims 3 or 4, further
comprising---

Claim 5. A gadget as in any onc of the preceding claims, in
which ---

Claim 3. A gadget as in cither claim 1 or claim 2, further
comprising ---

Claim 4. A gadget as in claim 2 or 3, further comprising -

Claim 16, A gadget as in claims 1, 7, 12 or 185, further
coreprising «--

Claim 5. A gadgetas in any of the preceding claims, in which

Claim 8. A gadget as in onc of claims 4-7, in which ---

Claim 5. A gadget as in any preceding claim,in which ---

Claim 10. A gadget as in any of claims 1-3 or 7-9, in which

Claim 11. A gadget as in any onc of claims 1, 2 or 7-10
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inclusive, in which ---

UNACCEPTABLE MULTIPLE DEPENDENT CLAIM
WORDING

inthe aliernative onls
ng to claim 3 and 4, further com-

Claim §. A gadget accordi
prising ---

Claim 9. A gadget according to claims -3, in which ---
Claim 9. A gadget as in claims 1 or 2 and 7 or 8, in which-

Claim 6. A gadget as in the preceding claims in which ---
Claim 6. A gadgetas in claims 1, 2, 3, 4 and/or 5, in which

Claim 10. A gadget as in claims 1-3 or 7-9, in which ---

Claim 3. A gadgetas in any of the following claims, in which

Claim 3. A gadget as in cither claim 6 or claim 8, in which

Claim 9. A gadget asin claim 1 or 4 made by the process of
claims §, 6, 7, or 8, in which ---

D. (Reference back to another multiple dependent claim)

Claim 8. A gadget as in claim 5 (claim S is a multiple
dependent claim) or claim 7, in which ---

>35U.S.C.<* 112 indicates that the limitations or clements
of each claim incorporated by reference into a multiple depend-
ent claim must be considered separately, Thus, a multiple de-
pendent claim, as such, does not contain all the limitations of all
the alternative claims to which it refers, but rather contains in
any onc embodiment only those limitations of the particular
claim referred to for the embodiment under consideration.
Hence, a multiple dependent claim must be considered in the
same manner as a plurality of single dependent claims,

Restriction Practice

For restriction purposes, cach embodiment of a multiple
dependent claim >is considered< in the same manner as a single
dependent claim. Therefore, restriction may be required be-
tween the embodiments of a multiple dependent claim. Also,
some embodiments of a multiple dependent claim may be held
withdrawn while other cmbodiments are considercd on their
merits.

Handling of Multiple Dependent Claims
by the Application *>Branch<

The Application *>Branch< is responsible for verifying
whether multiple dependent claims file:d with the application
ar¢ in proper alternative form, that they depend only upon prior
independent >or<* single dependent claims and also for calcu-
fating the amount of the filing fce. A new form, PTG-1360, has
been designed to be used in conjunction with the current fee
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caleulation torm PTO-875.

Handling of Multiple Dependent Claims
by the Examining Group Clerical Staff

The examining group clerical staff is responsibic for verifying
compliance with the statute and rules of multiple dependent
claims added by amendment and for calcufating the amount of
any additional fees required. This calculation should be per-
formed on form PTQ-1360.

There is no need for a group clerk to check the accuracy of
the initial filing fee since this has already been verified by the
Application *>Branch< when granting the filing date.

If a multiple dependent claim (or claims) is added in an
amendment without the proper fee, cither by adding references
Lo prior claims or by adding a new multiple dependent claim, the
amendment should not be entered until the fee has been re-
ceived. In view of the requircments for multipie dependent
claims, no amendment containing new claims or changing the
dependency of claims should be entered before checking
whether the paid feescover the costs of the amended claims. The
applicant, or his or her attorney or agent, should be contacted to
pay the additional fee **, Where a letter is written in >an<
insufficient fee situation, a copy of the muitiple dependent claim
fee calculation form PTO-1360 should be included for
applicant’s information.

I an application fiicd prior 1o October 1, 1982 is amended
onorafter October 1, 1982 to include a proper multipte depend-
ent claim for the first time, the fee set forth in § 1.16(d) must be
paid.

If suchan application contained a proper multiple dependent
claim prior 10 October 1, 1982, the fee setforth in § 1.16(d) docs
not apply.

Where the group clerk notes that the reference Lo the prior
claimg is improper in an added or amended multiple dependent
claim, a notation should be made in the Ieft margin next o the
claim itself and the number 1, which is inserted in the “Dep.
Claim” column of that amendment on form PTO- 1360, should
becireled in order to call this matter to the cxaminer’s attention,

Handling of >Multiple< Dependent Claims by the Examiner

Should any multiple dependent claim be in an application
filed prior to January 24, 1978 or include a claim association or
claim structure >that<® violates any of the prohibitions, the
claim should be objected to as not being in proper form as
required by 37 CFR 1,75 in the next Office action. Such an
improper claim need not be further treated on the merits,

Public Law 94-131, the implementing legislation for the
Patent Cooperation Treaty amended 35 U.S.C. 112 1o state that
“aclaim in dependent form shall contain a reference to a claim
previously set forth.” The requirement to refer 10 a previons
claim >had previousty<* existed only in 37 CFR 1.75(c)**

The following procedures are to be followed by examiners
when faced with claims which refer o sumerically succeeding
claims:
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If any series of dependent claims contains a claim with an
improper reference to a nuincrically following claim which
cannot be understood, the claim referring to a (ollowing claim
should normally be objected 10 and not ireated on the meris,

However, in situations where aclaim refers to a numerically
following claim and the dependency is clear, both as presented
and as it will be renumbered at issue, all claims should be
czamined on the merits and no ovjection as to form need be
made. In such cascs, the examiner will renumber the claims into
proper order at the time the application is allowed. (Sec cxample
B, below).

Any unusual probicims should be brought to the supervisor's
attention.

Example A

(Claims 4 and 6 should be objected to as not being under-
stood and should not be treated on the merits)

1. Independent

2. Dependent on claim 5

3. Dependent on claim 2

4., .. asinany preceding claim™

5. Independent

6. Dependent on claim 4

Example B

NOTE: Parcenthetical numerats represent the claim number-
ing for issuc should all claims be allowed.

(Al claims should be cxamined.)

1. (i) Independent

2. (5) Dependent on claim 5 (4)

3. (2) Dependent on claim 1 (1)

4. (3) Dependent on claim 3 (2)

5. (4) Dependent on cither claim 1 (1) or claim 3 (2)

The following practice is followed by patent cxaminers
when making reference to a dependent claim — cither singular
or multiple:

1. When identifying a singular dependent claim which docs
not include a reference to a multiple dependent claim, cither
dircctly or indircctly, reference should be made only to the
number of the dependent claim.

2. When identifying the embodiments included within a
muitiple dependent claim, or a singular dependent claim which
includes a reference to a multiple dependent claim, cither
dircctly or indirectly, each embodiment should be identificd by
using the number of the claims involved, starting with the
highest, to the extent necessary 10 specifically identify cach
cmbodiment,

3. When all embodiments included within a multiple de-
pendent claim or a singular dependent claim which includes a
reference to a multiple dependent claim, cither directly or
indircctly, arc subject to a common rejection, objection or
requirement, reference may be made * to the number of the
dependent claim>only<.

The following table illustrates the current practice where
cachembodiment of cach claim must be treated onan individual
basis:
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Claim No. Claim dependency ldentification
All claims  Appwoved
practice
1 Independent t 1
2 Depends from 1 21 2
3 Depends from 2 3N 3
4 Depends from 2 or 3 4/2/1 412
432N 4/3
5 Depends from 3 5131211 5
6 Depends from 2,3 or § 6/2/1 6/2
6/3/21 6/3
6/5/3/2/1 6/5
7 Depends from 6 7/612/1 7/6/2
716431211 7/6/3
6153121 7/6/5

When all embodiments in a multiple dependent claim situ-
ation (claims 4, 6 and 7 above) arc subject to a common
rcjection, objection or requircments, relerence may be made *
to the number of the individual dependent claim >only<. For ex-
ample, if 4/2 and 4/3 were subject to a common ground of
rejection, reference should be made only to claim 4 in the
staiement of that rejection.,

The provisions of 35 U.S.C.132 require that cach Office
action make it explicitly clear what rejection, objection and/or
requirement is applicd to each claim embodiment,

Calculation of Fees When Multiple Dependent Claims Are
Presented, Use of Form PT0O-1360

Toassist in the computation of the fees for multiple depend-
cnt claims, a separate “Multipic Dependent Claim Fee Calcula-
tion Sheet,” form PTO-1360, has been designed for use with the
current “Patent Application Fee Determination Record”, form
PTO-875. Form PTO- 1360 will be placed in the file wrapper by
the Application *>Branch< where multiple dependent claims
arc in the application as filed. If multiple dependent claims are
not included upen filing, but arc later added by amendment, the
cxamining group clerical staff will place the form in the file
wrapper. If there are multiple dependent claims in the applica-
tion, the total number of independent and dependent claims for
fee purposes will be calculated on form PTO-1360 and the total
number of claims and number of independent claims is then
placed on form PTO-875 for final fee calculation purposes, **

Calculating Fees for Muliiple Dependent Claims
Proper Multiple Dependent Claim

Section 41(a) of title 35, U.S.C., provides that claims in
proper multiple dependent form may not be considered as single
dependent claims for the purpose of calcutating fees. Thus, a
multiple dependent claim is considered to be that number of
dependent claims to which it refers, Any proper claim depend-
ing divectly or indircctly from amultiple dependent claanis also
considered as the number of dependent claims as refereed to in
the multiple dependent claim from which it depends.
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Improper Multiple Dependent Claim

If any moliple dependent clain is improper, Application
*>Branch< may indicate tha et by placing an encirclod nu-
meral “ 1 in the *Dep. Claims” column of form PTO-1360. The
fee for any improper multiple dependent claim, whether it is
defective for cither not being in the alteraative form or for being
directly or indirectly dependent on a prior multiple dependent
claim, will only be one, since only an abjection o the form of
such a claim will normally be made. This procedure also greatly
simplifics the calculation of fees. Any claim depending from an
improper multiple dependentelaim willaiso be considered o be
improper and be counted as one dependent claim,

Fee calenlation example

Claim Neo, ind.  Dep.
1. Independenl oo, 1
2. Drependent on claim 1 . 1
3 Dependent on claitn 2 ..o 1
4. Dependent onelaim 2 or 3 onninonan 2
5. Dependent on elaim 4 ..o, 2
6. Dependent on claim § oo, 2
7. Dependent on cluim 4, S or 6

Dependent on clim 7 .o 8

8.

9. Independent ..,

10, Dependent on clim 1 oF 9 s

1. Dependent on elaims 1 8nd 9 .. @
Total 2 13

Comments on Fee Calculation Example

Claim 1 — This is an independemt claim; thercfore, a
numeral *1"™ is placed opposite claim number 1 in the “Ind.”
column,

Claim 2 —- Since this is a claim dependent on a single inde-
pendent claim, a numeral “17 is placed opposite claim number
2 of the “Dep.” column.,

Claim 3 — Claim 3 is also a single dependent claim, so a
numeral “1" is placed in the “Dep.” column,

Claim 4 — Claim 4 is a proper multiple dependent claim. Tt
refers directly to two claims in the alternative, namely, claim 2
or 3. Therelore, anumeral “2™ toindicate directreference to two
claims is placed in the “Dep.” column opposite clzim number 4,

Claim 5 — This claim is a singularly dependent claim de-
pending {rom a multiple depeadent claim. For fee calculation
purposes, such aclaim is counted as being that number of claims
to which direct reference is made in the multiple dependent
claim from which it depends. In this case, the multiple depend-
ent claim number 4 it depends from counts as 2 claims; there-
fore, claim Salsocounts as 2claims. Accordingly, & numeral “2"
is placed opposite claim number 5 in the “Dep.” column,

Claim 6 — Claim 6 depends indirectly from a multiple de-
pendent claim 4, Since claim 4 counts as 2 claims, claim 6 also
counts as 2 dependent claims, Consequently, a numeral “2™ iy
placed in the “Dep.” column after claim 6,

Claim 7 — This clain is a multiple dependent claim since it
refersto claims 4, § or 6. However, as can be seen by looking at
the 2" in the “Dep.” column opposite claim 4, claim 7 depends
from a multiple dependent claim. This practice is improper
under 35 US.C. 112 and >37 CFR<* 1.75(c). Following the
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provedure for ealeulating fees for improper multiple dependent
clivms, a numeral 17 is placed in the “"Dep.” column with
circle drawn ground it to alert the examiner that the claim is
improper,

Claim 8 - Claim 8 is improper sinee it depends from an
improper clain, If the base claim is in error, this crror cannot be
corrected by adding additional claims depending thierefrom,
Theretore, & numeral “ 17 with a circle around it is placed in the
“Dep.” cohumn,

Claim 9 - Here again we have an independent claim which
is always indicated with 2 numeral “1™ in the “Ind.” columa
opposite the claim number.

Claim 10 -~ "This claim refers to two independent claims in
the alternative, A numeral *2" is therefore placed in the “Dep.”
colun opposite claim 10,

Claim 11 - Claim 11 is a dependent elaim which refers o
two claims in the conjunctive ("1 and 9™) rather than in the al-
terative (1 or 97), This formis improper under 35 US.C. 112
and »37 CFR<* 1.75(c). Accordingly, since claim 11 is im-
proper, an encireled number 1 is placed in the “Dep.” column
opposite Claim 11,

Calcudation of Filing Fee >involving Dependent Claims <

After the number of “Ind.” and “Dep.” claims are noted on
form PTO-1360, cach column is added. In this example, there

are 2 independent claims and 13 dependent elaims or a total of

15 claims. The number of independent and total claims can then
be placed on form PTO-875 and the fee caleulated.

STREATMENT OF IMPROPER DEPENDENT CLAIMS<

The initial determination, for fee purposes, as to whether a
claim is dependent must be made by persons other than cxam-
iners:y it is necessary, at that time, to aceept as dependent
virtually cvery claim which refers to another cliim, without
determining whether there is actually a true dependent relation-
ship. *>The initial< aceeptance >0l a claim as a dependent
claim< does not, however, prechude a subsequent holding by the
examiner that a claim is not a proper dependent claim, Any
claim which is in dependent form but which is so worded that it,
infactis not, as for example it does not include every limitation
of the claint on whiclvit depends, will be required to be canceled
as not being a proper depeundent claim; and cancetlation of any
further claimy depending on such a dependent claim wilt be
similarly required. The applicant may therenpon anend (the
claims o place them in proper dependent form, or may redraft
them as independent claims, upon payment of any necessary
additional lee.

>INFRINGEMENT TEST<

*sThe test as to whether a clin is< a proper dependent
claim is that it shatl inelnde every limitation of the ¢ m from
which it depends (35 U.S.C 112 >, fourth paragrapl Y or
ather woeds that it shall not conceivably be infringed b, any-
thing which woukl not also infringe the basic cliim,
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>A dependent claim does not lwk compliance with 358
LLS.C. 112, fourth paragraph,simply because there is aquestion
as to (1) the significance of the further limitation added by the
dependent chuim, or (2) whether the further Himitation in fact
changes the scope of the dependent cliim from that of the claim
fromn which it depends. The test for a proper dependent claim
under the fourth paragraph of 35 U.S.C. 112 is whether the
dependent claim includes every limitation of the claim from
which it depends. The test isnotone of whether the claims ditfer
in scope.<

Thus, for example, i clhim 1 reeites the combination of
clements A, B, C and D, a claim reciting the structure of ¢claim
1inwhich DD was omitted or replaced by E would not bea proper
dependent claim, even though it placed further mitations on
the remaining clements or added still other clements,

Examiners are reminded that a dependent claim is directed
to a combination including everything recited in the base claim
and whatis recited in the dependent claim, 1tis this combination
that must he compared with the prior art, exactly as if it were
presented as one independent claim,

The fact that a dependent claim which is otherwise proper
might >relate 1o a separate invention which would< require
separate search or be separately classified from the claim on
which it depends would not render it an improper dependent
claim, although it nvight result in a regquirement for restriction,

The fact that the independent and dependent claims are in
different stattory classes does not, in itself, render the latier
improper. Thus, if claim | recites a specific product, a claim for
the method of making the product of claim T in a particular
manner would be a proper dependent claim sinee it could not be
infringed without infringing claim 1., Similarly, it claim 1 recites
amethod of making a product, aclaim for a product made by the
method of claim 1 could be a proper dependent claim. On the
other hand, if ¢laim 1 recites a method of making a specificd
product, aclaim to the praduct set forth in clainy T would not be
a proper dependent claim if the product might be made in other
ways. Note, that since >37 CFR<* 1,75(¢) requires the depend-
ent claim o fuvther limit a preceding claim, this rule does not
apply to product-hy-process elaims,

CLAIM FORM AND ARRANGEMENT

A singular dependent claim 2 could read as follows:

2. The product of claim 1 in which . .,

A series of <angular dependent claims is permissible in
which a dependent claim refers to a preceding clainy which, in
turn, refers o another preceding claim,

A claimt which depends from a dependent claim shoukd not
he separated therefrom by any ¢laim which does notalso depend
from said “dependent™ claim, tt shonld be kept in mind that a
dependent claim may refer back to any preceding independent
clvm, These are are the only restrictions with respect (o the
sequence of claims andl, in general, applicant’s sequence shonld
not be changed. Sce >MPEP< § 608.01(). Applicant may be so
advised by using Form Paragraph 6,18,
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§ 6.8 Series of Singular Dependent Claims

A series of singular dependent elaims is pennissible in which a
dependent elaim refers to a preceding elaim which, i tum, refers to
another preceding claim,

A claim which depends from a dependent claimy should not be
separated by any claim which does not also depend from said depend-
ent claint, Tushould be kept in mind that a dependent elaim may refer
to any preceding independent claim. In general, applicant’s sequence
will not be clnged. See § 608.01(n) MPED,

The numbering of dependent clainis and the numbers of pre-
ceding claims referred 1o in dependent claims should be care-
fully checked when claims are renumbered upon allowance,

REJECTION AND OBJECTION

If the base claim has been cancelled, a claim which is
directly orindirectly dependent thereon should be rejected as in-
complete. If the base claim is rejected, the dependent claim
should be objected o rather than rejected, if it is otherwise
allowable.

Form Paragraph 7.43 can be used 1o state the objection,

§ 743 Gbjection to Claims, Allowable Subject Matter

Claim (1] objected 0 as being depeadent upon a rejected base
cluim, but would be allowable if rewritten in independent form inelud -
ing all of the limitations of the base claim and any intervening claims,
608.01(0) Basis for Claim Terminology in
Description [R-8]

The meaning of every term used inany of the claims should
be apparent from the descriptive portion of the specification
with clear disclosure as 1o its import, and in mechanical cases it
should be identified in the descriptive portion of the specilica-
tion by reference to the drawing, designating the part or parts
thercin to which the term applics. A term used in the claims may
be given a special meaning in the description, No term may be
given a meaning repugnant 1o the usual meaning of the term,

Usually the terminology of the original claims {ollows the
nomenclature of the specification, but sometimes in amending
the claims or in adding new claims, new terms are introduced
that do not appear in the specification, The use ol a confusing
varicty of terms for the same thing should not be permitied.

New claims and amendments © the claims already in the
case should be serntinized not only for new mater but also for
new terminology. While an applicant is not limited 1o the no-
menclare used in the application as liled, yet whenever by
amendment ol his claims, he or she departs therefrom, he or she
should make appropriate amendment of the<® specilication so
as (o have therein clear support or anfecedent hasis for the new
erms appearing in the claims, This is necessary in order 10
insure certainty in constromg the claims in the light of the
specilication, Ex parte Koder 1901 C13, 62,95 0.G 2084, See
37 CFR 178, >MPLEP< §§ 608.01(1) and 1302.01,

The specilication should be objected il it does not provide
proper antecedent basis for the claims by using Form Paragraph
7.44,
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§ 744 Claned Subpect Afatier n in Spes afication

The specification isobjected to as Gailing o provide proper antece-
dent basis for the claimed subject matter. See 37 CFR 17501 and
MPEP 608.01(0). Correction of the following i required: {1

608.01(p) Completeness [R-8]

Newdy tifed applications obviously fuling to disclose an in-
vention with the clarity required are discussed in >MPEP< §
702.01.

A disclosure in an application, to be complete, must contain
such descriptionand details as to enable any personskilled inthe
artor science 1o which the invention pertains to make and usc the
invention as of its filing date, In re Glass, 181 USPQ 31; 492
F.2d 1228 (CCPA 1974),

While the prior art setting may be meationed in general
terms, the essential novelty, the essence of the invention, must
be described in such details, including proportions and tech-
niques where necessary, as to enable those persons skitled in the
art to make and utilize the invention.

Specific operative embodiments or examples of the inven-
tion must be set forth. Examples and description should be of
sufficient scope as o justify the scope of the claims, Markush
claims must be provided with support in the disclosuic ior cach
member of the Markush gronp. Where the constitation and
formula of a chemical compound is stated only as a probability
or specation, the disclosure is not sufficient 1o support claims
identifying the compound by such composition or formula.

A complete disclosure should include a statement of wility.
This usually presents no problem in mechanical cases. In
chemical cases, varying degrees of specificity are required.

A disclosure involving a new chemical compound or com-
position must teach persons skitled in the art how 10 make the
compoumd or composition. Incomplete teachings may not be
completed by reference 1o subsequently filed applications.

A, GUIDELINES FFOR CONSIDERING DISCLOSURES
OF UTILITY IN DRUG CASES

General

These guidelines are set down 10 provide imiform handling
ol applications disclosing drug or pharmaceutical wtility, They
are intended to guide patent examiners and patent applicants as
to criteria {or utility statements, They deal with Tundamental
questions and are subject 1o revision and amendment if futare
case law indicates this 1o be necessary.

The following two basic principles shall be followed in con-
sidering matters relating to the adequacy ol disclosure of utility
in drug cases:

(1) The same basic principles ol patent law which apply in
the field of chemical arts shall be applicable o drugs, and

(2) The Patent and Trademark Office shall confine its ex-
amination of disclosure ol utility to the application of patent law
principles, recognizing that other agencics of the Government
have been assigned the responsibility of assuring conformance
10 the standards established by statute for the advertisement,
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use, sale or disteibution of deogs, Inre Krimmel 48 CCPA TG,
M2 E2E Q4R 130 USPQ 218 (1201); In re Hartop et al., 50
CCPA T80, 31T EE.2d 249, 135 USPQ 419 (1962),

A drug is defined by 21 U.S.C. 321()

The term “drug” means (A) articles recognized in the
official United States Phartnacopeia, ofticial lHomeopathic
Pharmacopeia of the United States, or official National
Formulary, or any suppiement 1o any of them; and (B)
articles intended for use in the diagnosis, cure, mitigation,
treatment, orprevention of discase in man or other animals;
and (C) articles (other than food) intended to affect the
structure or any function of the body of man or other
animals; and (12) articles intended for use as a component
ol any articles specified in clause (A), (B) or (C); but does
not include devices or their components, parts, or accesso-
rIes.

Inaddition, compositions adapted to be applied to or used by
human beings, ¢.g., cosmetics, dentifrices, mouthwashes, ete.,
may be treated in the same manner as drugs subject to the
conditions stated.

Any proof of a stated utility or safety required pursuant to
these guidelines may be incorporated in he application as filed,
or may be subsequently submitted by aiidavit if and when re-
uired. The Patent and Trademark Office, in reaching its own
independent decisions on questions of utility and how to use
under 35 U.S.C 100 and 112, **>may< availitselfof assistance
and information from the Sceretary of Health and Human
Services as authorized by 21 U.S.C. 372(b), when necessary.,

In accordance with the basic principles set forth above, the
following procedures shall be followed in examining patent
applications in the drug field with regard 1o disclosures relating
1o utility,

I5U8.C 101

Utility must be definite and in currently available form;
(Brenner v, Manson, 383 1.8, 519, 148 USPQ 689) not mercly
for lurther investigation or rescarch but commercial availability
is not necessary, Mere assertions such as “therapeutic agents,”
(Inre Lorenz et al., 49 CCPA 1227, 305 IF.2d 875, 134 USPQ
3l Ex parte Brockmann et al,, 127 USPQ 57) “for pharma-
centical purposes,” (In re Dicdrich, 50 CCPA 1355, 318 F.2d
946, IR USPQ 128) “biological activity,” (In re Kirk et al., 54
COPA LTI, IS3USPQ 48, I2x parte Lanham, 135 USPQ 106)
“inermediate,” (In redoly etal., 54 CCPA 1159, 153 USPQA4S;
reKirketal,, 54 CCPA 1119; 153 USPQ 48) and for making
further unspecified preparations are regarded as insufficient,

I the asserted ntility of a compound is believabie onits face
1o persons skilled in the art in view of the conteniporary
knowledge in the art, then the burden is upon the examiner 1o
give adequate support Tor rejections for Iack ol atility under this
section (In re Gazave, 54 CCPA 1524, 154 USPQ 92). On tic
other hand, incredible statements (In re Citron, SETCCPA 852,
3251520 48, 139 USPQ 516, In re Oherweger, 28 CCPA 749,
IS E2d 826, 47T USPQ 455, Ex parte Moore et al., 128 USPQ
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8) or statements deemed unlikely to be correct by one skilled in
the art (In re Ruskin, 53 CCPA 872, 354 FF.2¢ 395, 148 USPQ
221 Inre Pottier, 54 CCPA 1293, 153 USPQ 407; In re Novak
etal., 49 CCPA 1283, 306 F.2d 924, 134 USPQ 335. Sce also,
Inre Irons, 52 CCPA 938, 340 F.2d4 974, 144 USPQ 351>, Ex
Parte Busse, 1 USPQ 2d 1908<) in vicw of the contemporary
knowledge in the art will require adeguae proof on the part of
applicants lor patents.

Proof of utility under this section may be cstablished by
clinical or in vivo or in vitre data, or combinations of these,
which would be convincing to those skilled in the art (/n re
I*ons, 52 CCPA 938, 340 F.2d 924, i44 USPQ 351; Ex parte
Paschall, 88 USPQ 131; Ex parte Pennell et al., 99 USPQ 56;
Exparte Ferguson, 11TUSPQ 229; Ex parte Timmis, 123 USPQ
581 >; Ex Parte Krepelka, 231 USPQ 746 (PO Bd. Pa. App &
Inter. 1986), Ex Parte Chwang, 231 USPQ 751 (PO Bd.Pat.App.
& Inter. 1986)<). Mare particularly, if the utility relied on is
dirccted solely 10 the treatment of humans, cvidence of utility,
if required, must generally be clinical cvidence, (Ex parie
Timmis, 123 USPQ 581) although animal tests may be adequaie
where the art would accept these as appropriatcly correlated
with human wtility (In re Hartop et al., 50 CCPA 780, 311 F.2d
249, 135 USPQ 419; Ex parte Murphy, 134 USPQ 134) >or
where animal tests are coupled with other evidencee, including
clinical evidence and a structural similarity o compounds
marketed commercially for the same indicated uscs, {/n re
Jolles, 628 F2d 1322, 206 USPQ 885 (CCPA 1980))<. If there
is noassertion of human utility, (Blicke v. Treves, 44 CCPA 753,
241 F.24 718, 112 USPQ 472; In re Krimmel, 48 CCPA 1116,
292 F..221 948, 130 USPQ 218; In re Dodson, 48 CCPA 1123,
292 F.2d943, 130 USPQ 224; In re Hitchings, 52 CCPA 1141,
342 15..2d 80, 144 USPQ 637) or if there is an assertion of animal
utility, (/n re Bergel et al., 48 CCPA 1102, 292 F.2d 955, 130
USPQ 206; Ex purte Melvin, 155 USPQ 47) operativeness for
use on standard test animals is adequate for patent purposcs.

>The Court in Nelson v. Bowley, 626 F.2d 853, 206 USPQ
881 (1980) stated that knowledge of pharmacological activity of
any compound is obviously beneficial to the public and con-
cluded that adeguate proof of any such utility constitutes
showing of practical utility, Where the disclosed in vitro utility
is supplemented by the similar in vitro and in vivo pharmacol-
ogical activity of structurally similar compounds, the in vitro
utility is sufficient to comply with the practical utility require-
mentof 35 U.S.C. 101, Cross v. lizuka, 224 USPQ 739 (Fed. Cir.
1985).<

Exceptions exist with respect (o the general rule relating to
the wreatment of humans. For example, compositions whose
properties arc generally predictable from a knowledge of their
components, such as laxatives, antacids and certain topical
preparations, require little or no clinical proof (Ex parte Harri-
son et al. 129 USPQ 172; Ex parte Lewin, 140 USPQ 70).

Alihough absolute safety is not necessary 10 mect the utility
requirement under this section, a drug which is nou sufficicntly
safe under the conditions of use for which it is said be be
cffective will not satisfy the utitity requirement (fn re Hartop et
al., S0CCPA 780, 311 F.2d 249, 135 USPQ 419; {n re Anthony,
162 USPQ 594 (CCPA 1969); In re Waison, 186 USPQ 11
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(CCPA 1975)). Proot of salety shall be required only in those
ases where adeguate regsons can be advanced by the examiner
for believing that the drug is unsafe, and shall be aecepred it it
establishes a resisonable probability of sutety.

IS USC 12

A mere statement of wility for pharmacological or chemoth-
crapeutic purposes may raise a question of compliance with >35
U.S.C.<* 112, particularly “. . . as to enable any person skilled
in theartto whichitpertaing. .. tousc the same,” I the statement
of wility contains within it & connotation ol how 1o use, sindfor
the art recognizes that standard modes of administration are
contemplated, 35 U.S.C.<* 112 is satistied (In re Johnson, 48
CCPA 733,282 17.2d 370, 127 USPQ216; Inre Hitchings et al.,
52 CCPA 1141, 342 F.2d 80, 144 USPQ 637). If the use
disclosed is of such nature that the art is unaware of successful
treatments with chemically analogous compounds, a more
complete statement of how 1o use must be supplied than if such
analogy were not present (Jn ke Mourea et al., 52 CCPA 1363,
345 F.2d 595, 145 USPQ 452; In re Schmide et al., 54 CCPA
1577, 153 USPQ 640). ILis not necessary (o speeily the dosage
ormethod of use it itis obvious to one skilled in the art that such
information could be obtained without undue experimentation,

With respect 1o (the adequacy of disclosure that a claimed
genus possesses anasserted utility representative examples
together with a statement applicable to ihe genus as a whole will
ordinarily be sufficient if it would be deemed likely by one
skilled in the art, in view of contemporary knowledge in the art,
ihat the claimed genns wonld possess the asserted wility (In re
Oppenaner, 31 CCPA 1248, 143 F.2d 974, 62USPQ 297, In re
Cavallitoetal ., 48 CCPA T, 282 1F.2d 357, 127 USPQ 202 In
re Cavadlito etal., A8 CCPA 720,282 F.2d 363, 127USPQ 206;
Inre Schmicdt, 48 CCPA 140,293 17.2d 274, 130 USPQ 404, In
re Cavallito, 49 CCPA 1335, 306 F.2d 505, 134 USPQ 370; In
re Surrey, 54 CCPA 855, 370 F.2d 349, 151 USPQ 724, In re
Lund et al., 54 CCPA 1361, 153 USPQ 625)>; Inre Jolles, 628
F.2d 1322, 206 USPQ 235 (CCPA 1980)<. Proof of utility will
be required for other members of the claimed genus only in
those cases where adequate reasons can be advanced by the
cxaminer for helicving that (he genus as a whole does not
possess (he asserted ntility. Conversely, a sulficient number of
representative examples, if disclosed in the prior art wilt consti-
tute a disclosure of the genus o which they belong,

In the case of mixtures including a drug as an ingredient, or
mixtures which are drugs, or methods of treating a specific
condition with a drug, whether old or new, a specific example
should ordinarily be set forth, which should include the organ-
ism (reated, In appropriate cases, such an example may he
infereed from the disclosure waken as a whole and/or the knowl-
edge in the art (e.g., gargle),

Where the claimed compounds are capable of several differ-
ent utitities and one use is adeguately desceribed in accordance
withthese gaidelines, additionahwilities wilt be investugated for
compliance with sections 101 and F12 only if not bel.avable on
their face 1o those ol ordinary skill in the art in view of the
coniemporary knowlcdge of the art. Failure to meet these
standards may resultin a reguirement 1o cancel such additional
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utilivies (&x parte Lanhan, 121 USPQ 223; Ex parte Moare ¢t
al., 128 USPQ8; iz re Citron, 51 CCPA 852,325 1F.2d 248, 139
USPQ S16:inre Goulich eral., S8 CCPA 1114, 328 .24 1016,
IOUSPQ 665> In re Hozumi, 226 USPQ 353 (Dir. Group 120,
1985)<).

B. INCORPORATION BY REFERENCE

Anapplication as filed must be complete in itself in order o
comply with 35 U.S.C. 112; however this docs not bar incorpo-
ration by reference. Bx parte Schwarze, 151 USPQ 426 (Bd. of
Appeats, 1966). An application for a patent when filed may
incorporate “essential material™ by reference 1o (1) a United
States patent or 2) an allowed U.S. application, subject to the
conditions sct forth below. “Essential material™ is defined as
that which is necessary to (1) support the claims, or (2) for
adequate disclosure of the invention (35 U.S.C. 112). “Esscntial
material” may not be incorporated by reference to (1) patents or
applications published by forcign countrics or regional patent
offices, 10 (2) non=patent publications, to (3) a U.S. patent or
application which iiself incorporates “essential material™ by
reference or to (4) a forcign application. Sec In re Fouche, 169
USPQ 429; 439 1°.2d 1237 (CCPA 1971).

Noncssential subject wmatter may be incorporated by refer-
ence to (1) patents or application published by the United States
or foreign countrics or regional paient offices, (2) prior filed,
commonly owned ULS. applications or (3) non-patent publica-
tions, for purposes of indicating the background of the invention
or illustrating the state of the art.

The referencing application must include (1) an abstract, (2)
a brict summaiy of the invention, (3) an identification of the
referenced patent or application, (4) at kast onc view in the
drawing in those applications admitting of a drawing, and (5)
one or more claims. Particular attention should be directed to
specific portions of the referenced patent or application,

Complete Disclosure Filed

ITanapplication is filed witha complete disclosure, essential
material may be cancelled by amendment and the same material
substituted by reference to a patent or a pending and commonly
owned allowed application in which the issue fee has been paid.
The amendment must be accompanicd by an affidavit or decla-
ration exeented by the applicant or his >or her< attormey oragent
stating that the material cancelled from the application is the
same material that has been incorporated by reference.

Issue Fee Paid

I anapplication incorporates essenuial material by reference
toaU.S. patentora pending and commonly owred allowed U.S.,
application for which the issug fee has been paid, applicant will
be required prior o examination o {urnish the Patent and
Trademark Office with a copy of the referenced material to-
gether with an affidavitor declaration exccuted by the applicant
or his>or her< attorney or agent stating that the copy consists of
the same material incorporated by reference in the referencing
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application, However, if a copy of a printed U.S. patent is
furnished, no atfidavit or declaration is required.

Issue Fee Not Paid

If an application incorporates essential material by refer-
ence o pending and commonly owned application other than
one in issue with the fee paid, applicant will be required prior to
examination (o amend the disclosure of the referencing applica-
tion 0 include the material incorporated by reference. The
amendment nmust be accompanied by an affidavit or declaration
executed by the applicant or his >or here attorney or agent
stating the the amendatory material consists of the same mate-
rial incorporated by reference in the referencing application.

Improper Incorporation

The filing date of any application wherein essential material
is improperly incorporated by reference to a forgign application
or patent or 1o a publication will not be affected because of the
presence of such reference. Insuch a case, the applicant will be
required to amend the disclosure to include the material incor-
poruated by reference, ™™

1 6.19 Incorporation by Reference, Foreign Patent or Application

The incorporution of essential material by reference o a foreign
application or foreign patent or to a publication inserted in the specifi-
cation is improper, Applicant is required to amend the disclosure to
include the material incorporated by reference. The amendment must
be accompanied by an affidavit or declaration executed by the appli-
cant, or applicant’s attorney or agent, staling that the amendatory
material consists of the sume material incorporated by reference in the
referencing application, In re Hawkins, 486 I, 2d 569, 179 USPQ i57;
In re Hawkins, 486 F. 2d 579, 179 USPFQ 163; In re Hawkins, 486 I,
2d 577,179 USPQ 167,

§ 6.19.1 lmproper Incorporation by Referance

The attempt to incorporate subject matter into this application by
reference to | 1] is improper becaunse [2]

Examiner Note:

1. In bracket 1, identify the document such as a serial or patent
number or other identification.

2. Inbracket 2, give the reason why it is improper.<

The amendment must be accompanied by an affidavit or
declaration executed by the applicant, or his >or her< attorney
or agent, stating that the amendatory material consists of the
same material incorporated by reference in the referencing
application, In re Hawkins, 486 F. 24 569, 179 USPQ 157 Inre
Hlawking, 486 F. 2d 579, V79 USPQ 163; In re Hawkins, 486 I,
20577, 119 USPQ 167, (CCPA, 1973),

Reliance upon a commonly assigned copending application
by a different inventor may ordinarily be made for the purpo-e
of completing the disclosure. See /n re Fried et al., 141 USP¥)
27,50 CCPA TN (146, and General Electric Company v,
Breaner, 407 F.2d 1258, 159 USPQ 335 (CADC 1968).

Since a disclosure must be complete as of the filing date,
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subsequent publications or subsequently filed applications
cannot be relicd upon (0 establish o constructive reduction to
practice,

C. DEPOSIT OF MICROORGANISMS
>OR OTHER BIOLOGICAL MATERIAL<

Some inventions whichare the subjectof patent applications
depend on the use of microorganisms >or other biological
materiale which must be described in the specification in accor-
dance with 35 U.S.C. 112, No problem exists when the micro-
organisms >or other biological material< used arc known and
rcadily available to the public. When the invention depends on
the use of amicroorganisim >or other biological material< which
is not so known and readily available, applicants must tzke
additional steps 10 comply with the requirements of >35
U.S.C.<* 112,

In re Argoudelis, et al., 168 USPQ 99 (CCPA, 1970), ac-
cepted a procedure for mecting the requirements of 35 U.S.C.
112. Accordingly, the Patent and Trademark Office will accept
the following as complying with the requirements of >35
U.S.C.<* 112 for an adequate disclosure of the microorganism
>or other biological material< required to carry out the inven-
tion:

(1) the applicant no later than the cffective filing date of the
application has made adeposit of aculture of the microorganism
>or other biological material< in a depository affording perma-
nence of the deposit and ready accessibility thereto by the public
if a patent is granted, under conditions which assure (a) that
access 1o the culture will be available during pendency of the
patent application to one determined by the Commissioner 1o be
entitled thereto under 37 CFR 1,14 and 35 U.S.C. 122, and (b)
that all restrictions on the availability io the pubtic of the culture
so deposited will be irrevocably removed upon the granting of
the patent;

(2) suchdepositis referred 10 in the body of the specification
as filed and is identificd by deposit number, name and address
of the depository, and the taxonomic description to the extent
available is included in the specification; and

(3) the applicant or his assigns has provided assurance of
permanent availability of the culwre to the public through a
depository meeting the requirements of (1). Suchassurance may
be in the form of an averment under oath or by declaration by the
applicant to this effect.

>The Patent and Trademark Office will also accept the
depositof a suitable microorganism or other biological material
made after the eflective U.S. filing dale of the application so
long as the microorganism or other biological material is iden-
tified in the application as filed and a suitable deposit is made
before the patent is granted, In re Lundak, 227 USPQ 90 (Fed.
Cir. 1985). Unlcss applicants provide appropriate writien assur-
ances that a suitabie deposit will be made in circumstances
where it is considered © be necessary by the examiner, the
examiner will make and maintain an appropriate rejection until
a deposit is made, appropriate written assurances are provided,
or it is determined that no deposit is required. Where appropri-
ate wrilten assurances are given, but no deposit has been made,

600 - 44




PARTS, FORM AND CONTENT OF APPLICATION

the examiner will make & requirement thit a suitable deposit be
made atthe time of mailing the Notice of Allowance and Issue
Fee Due, setting a time period for makine the deposit. As noted
in Lundack, anappropriate amendment (o a peading application
to identify the depository affording permanence o the deposit
and the accession nuimber for the deposit would not constitute
new matter,

The requirement that applicants or their assigns provide
assurances of permancnt availability of the deposit is satisficd
if the depository is contractually obligated to store the deposit
for a rcasonable time after expiration of the enforccable life of
the patent. The Office will not insist on any pasticular period
alter expiration of the enforceable life of the patent. The en-
forceable life of the patent for this purposc is considered o be
the original term of scventeen years plus six (6) years 10 cover
the statute of limitations. Any deposit which is made under the
Budapest Treaty will be for a term acceptable 1o the Office,
unless the thirty years from the date of deposit will expire before
the end of the enforcecable life of the patent. With this one
exception, any deposit made under the Budapest Treaty will
mect all of the requirements for a suitable deposit except that
assurances must also be provided that all restrictions on the
availability (o the public of the deposited microorganism or
other biological material will be irrevocably removed upon the
granting of the patent.<

A copy of the applicant’s contract with the depository may

be required by the examiner 1o be made of record as evidence of

making the culture available under the conditions stated above.

D. SIMULATED OR PREDICTED TEST RESULTS OR
PROPHETIC EXAMPLES

Simulated or predicted test results and prophetical examples
(paper examples) are permitted in patent applications. Working
examples correspond 1o work actually performed and may
describe tests which have actually been conducted and resulis
that were achicved. Paper examples describe the manner and
process of making an embodiment of the invention which has
not actually been conducted. Paper examples should not be
represented as work actually done, No results should be repre-
sented as actual results unless they have actually been achieved.
Paper examples should not be described using the past tense.

NOTE. — For problems arising from the designation of
materials by trademarks and trade names, sce >MPEP< §
608.01(v).

608.01(¢) Substitute or Rewritten
Specification [R-8]

37 CFR 1125 Substitute specification.

If the number or nature of the anvendments shall render itdifficult
toconsider the case, or to arrange the papers for printing or copying, the
examiner may require the entire specification, including the claims, or
any part thereof, to be rewritten. A substitnte specification may not be
accepted unless ithas been required by the examiner or unless itis clear
to the examiner that acceptance of a substitute specificalion would
facilitate processing of the application. Any substitute specification
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fided maust be acoompanied by » statement that the substiute specifica:
tion includes no new matier. Such stslement must be a venficd
statement if made by 2 person not registered 1w practice before the
Offies,

The specification is somctimes in such faully English thata
new specification is nccessary; in such instances a new specifi-
cation should be required.

Form Paragraph 6.28 may be used >where the specification
is in faulty English<**,

§ 6.28 ldiomatic English

A substitute specification in proper idiomatic English and in com-
pliance with 37 CFR 1.52 (a2 and b) is required. The substitute specifi-
cation filed must be accompanied by a statement that it contains no new
matter, Such statenrent must be a verified statement if made by a person
not registered 1o praclice before the Office.

>Form Paragraph 6.28.1 may be used 1o require a substitute
specification for reasons other than fanlty English.

¥ 6.28.1 Substitute Specification

A substitute specification is required because [ 1], The substitute
specification filed must be accompanied by a statement that it contains
no new matter. Such statement must be a verified statement if made by
a person not registered to practice before the Office.

Examiner Note:

1. In bracket 1, insert clear and concise examples of why a new
specification is required.

2. A new specification is required if the number or nature of the
amendments render it difficult to consider the case or to arrange the
papers for printing or copying, 37 CFR 1.125.

3. Sce also form paragraph 13.01 for partial rewritten specifica-
tion.<

Under current practice, substitute specifications may be vol-
untarily filed by the applicant if **> desired<. A substitute
specification will normally be accepted by the Office even if it
has not been required by the examiner. Substitute specifications
will be aceepted if applicant submits therewith a ** marked-up
copy *>which shows< the portions of the original specilication
which are being added and deleted and a statement that the
substitute specification includes no new matter and that the
substitute specification includes the same changes as are indi-
cated in the **>marked-up copy of the< original specification
>showing additions and deletions<. Such statement must be a
verified statement if made by a person not registered (o practice
before the Office. Additions should be indicated by underlining
and deletions should be indicated between brackets, Examiners
may aiso requirc a substitute specification where itis considered
1o be necessary,

However, any substitute page of the specification, or entire
specification, {iled must be accompanicd by **>a statcment<
indicating that no new mauer was included. >The statement
must be verified if made by a person not registered to practice
before the Office.< There is no obligation on the examiner o
make a detailed comparison between the old and the new speci-
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fications for determining whether or not new matier has been
added, I, however, an examiner becomes aware that new matier
18 presen. objection thereto should be made,

The filing of a substitute specification rather than iaending
the original application has the advantage for applicants of
climinating the need to prepare i amendment of the specifica-
tion. If word processing equipment is used by applicants,
substituie specifications can be casily prepared. The Office
receives the advantage of saving the time needed to enter
amendments in the specification and a rednction in the number
of printing crrors.

A substitute specification should normally be entered. See
>MPEP< § 714.20.

New matter in amendment, see >MPEP< § 608.04.

Application prepared for issue, sce >MPLEP< § 1302.02.

608.01(r) Derogatory Remarks About Prior

Art in Specification

The applicant may refer to the general state of the art and the
advance thereover made by his or her invention, but he or she s
not permiticd 10 make derogatory remarks concerning the
inventions of others, Derogatory remarks are stalements dispar-
aging the products or processes of any particular person oiher
than the applicant, or statements as 10 the merits or validity of
applications or patents of another person. Mere comparison
with the prior art are not considered 10 be disparaging per se.
608.01(s) Restoration of Canceled Matter
[R-8]

Canceled textimthe specification or a canceled claim can be
restored only by presenting the canceled matier as a new
inscrtion, Scc 37 CFR 1,124, >MPEP< § 714.24,

608.01(t) Use in Subsequent Application [R-8]

A reservation for a future application of subject matter dis-
closed but not claimed in a pending application will not be
permitted in the pending application, 37 CFR 1.79, >MPLEP< §
608.01(c).

While a specification cannot be transferred o another appli-
cation, drawings may be transferred from a prior application 10
a later case by the same inventor if they are no longer needed in
the prior application, note >MPEP< §§ 608.02(3i) to 608.02(k).
608.01(w) Use of Formerly Filed Incomplete
Application [R-8]

Parts of an incomplete application which have been retained
by the Office may be used as part of a complete application if the
missing parts arc later supplied. Sce >MPEP< §§ 506 and
506.01.
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Trademarks and Names >Used in
Tradee [R-8]

The expressions “trademarks™ and “names used in trade” as
used below have the following meanings:

Trademark: a word, letter, symbol or device adopted by one
manufacturer or merchant and used o identify and distinguish
his >or her< product from those of others. It is a proprictary
word pointing distinctly 1o the product of one producer.

Names Used in Trade: a nonproprictary name by which an
article or product is known and called among traders or workers
in the art, although it may not be so known by the public
gencrally. Names used in trade do not point to the productof one
producer, but they identify a single article or product irrespec-
tive of producer.

Names usedin trade are permissible inpatent applications if:

(1) Their meanings are established by an accompanying
definition which is sulficiently precise and definite to be made
a partof a claim, or

(2) In this country, their meanings are well known and sat-
isfactorily defined in the literature.,

Condition (1) or (2) must be met at the time of filing of the
complete application,

TRADEMARKS

The relationship between a trademark and the product it
identifies is sometimes indefinite, uncertain and arbitrary. The
formula or characteristics of the product may change from time
1o time and yet it may continue o be sold under the same trade-
mark. In patent specifications, every clement or ingrédient of
the product should be set forth in positive, exact, intelligible
fanguage, so that there will be no uncertainty as to what is meant,
Arbitrary trademarks which are liable 10 mean different things
at the pleasure of manufacturers do not constitute such lan-
guage. >Ex Parte Kattwinkle, 12 USPQ 11 (Bd, Apps. 1931).<

However, if the product to which the trademark refers is oth-
erwise set forth in such language that its identity is clear the
examiners are authorized to permit the use of the rademark if' it
is distinguished from common descriptive nouns by capitaliza-
tion, If the trademark has a fixed and definile meaning it
constitutes sulficient identification unless some physical or
chemical characieristic of the article or material is involved in
the invention. In that event as also in those cases where the
trademark has no fixed and definite meaning, identification by
scientific or other explanatory language is necessary.>In re
Gebauer-Fuelnegg, S0 USPQ 125 (CCPA 1941).<

The matier of sufficicney of disclosure must be decided on an
individual casc by case basis. In re Metcalfe and Lowe, 161
USPQ 789; 869 O.G. 691 (CCPA 1969).

Where the identification of a trademark is introduced by
amendment it must be restricted to the characteristics of the
product known at the time the application was filed to avoid any
guestion of new malter,

If proper identification of the product sold under a trade-
mark, or a product referred 1o only by a name used in trade, is
omitted from the specification and such identificationisdecmed
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necessury under the principles set forth above, the examiner
shoutd hold the disclosure insufTicient and reject on the ground
of insufticient disclosure any claims based on the idemtification
of the product merely by trademark or by the name used in trade.
If the product cannot be otherwise delined, an amendment
defining the process of its manutacture may be permitted. Such
amendments must be supported by satisfactory showings estab-
lishing that the specific nature or process of manulacture of the

product as set forth in the amendment was known it the time of

filing of the application,

Althongh the use of wrademarks having definite meanings is
permissible in patent applications, the proprictary nature of the
marks should be respected. Trademarks should be identified by
capitalizing them and placing them between quotation marks.
Every cffort >should be< made to prevent their use in any
manner which might adversely alfect their validity as trade-
marks.

Form paragraph 6.20 may he used,

§6.20 Trademarks and Their Use,

The use of the trademark | 1] has been noted in this application, It
should be capitalized wherevey it appears and be accompanied by the
generic terminology.

Although the use of trademarks is permissible in patent applica-
tions, the proprietary nature of the marks should be respected and every
effort made to prevent their use in any manner which might adversely
affect their validity as teademarks.

\

Examiner Note:
Capitalize the word in the bracket.

The examiner should not permit the use of language such as
“the product X (a descriptive name) commonly known as Y
(trademark)” since such language does not bring oui the fact that
the fatter is a rademark. Language such as “the product X (a
descriptive name) sold under the trademark Y™ is permissible.

The use of a trademark in the title of an application should
he avoided as well as the use of a rademark coupled with the
word “type”; i.¢., “Bund-Aid type bandage,™

The owner of a trademark may be identified in the specifi-
cation,

Group directors should reply o atl trademark misuse com-
plaint letters and forward a copy to the editor of this manual.

Sece appendix | for a partial listing of trademarks and the
particular goods o which they apply.

=incinsion of Copyright ar Mask Work Notice in Patents

Under current intellectual property laws, it is possible 10
obtain copyright protection or mask work protection as well as
patent protection for certain designs and technologics, On
occasion, an author/inventor considers it desirable 1o include a
notice of copyright or mask work in a design or utility patent
which discloses maierial on which copyright or mask work
protection has previously beea established.

The inclusion of acopyrightor mask work notice ma patent
that discloses material on which copyrightor mask work protec-
tion has previously been established would serve to publicize
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and thereby protect the various intellectua! propeety rightsof the
author/inventor. Furihermore, this publication would wead o
protect the public by militsting agmnst an unintientional ea-
croachment into these rights. The presence of an unrestricted
copyright or mask work notice in a patent could have an
inhibiting effcet on public dissemination of the patent disclo-
sure to the public. This possible effect would be contrary o the
mission of the Patent and Trademark Office to disseminate
knowledge and information by way of patent issuance, publica-
tion, and distribution. To avoid this cffect, it is considered
necessary 0 include an appropriate authorization of the author/
inventor with any copyright or mask work notice appearing in
a patent.

In light of these considerations, the Patent and Trademark

Office will permit the inclusion of a copyright or mask work

notice in a design or utility patent application, and thereby any
patent issuing therefrom, which discloses material on which
copyright or mask work protection has previously been estab-
lished, under the following conditions:

(1) The copyright or mask work notice must be placed
adjacent to the copyright or mask work material. Therefore, the
notice may appear at any appropriate portion of the patent
application disclosure, including the drawing. However, if
appearing in the drawing, the notice must be limited to print size
from 1/8 inch to 1/4 inch and must be placed within the "sight”
of the drawing immediatcly below the figure representing the
copyright or mask work material. If placed on a drawing in
conformance with these provisions, the notice will not be
objected to as extrancous matter under 37 CFR 1,84,

(2) The content of the notice must be limited to only those
clements required by law. For example,"©1983 Johni Doc"(17
U.S.C. 401) and "*M* John Doc"(35 U.S.C.909) would be
properiy limited, and under current statutes, legally sufficient
notices of copyright and mask work respectively.

(3) Inclusion of a copyright or mask work notice will be
permitted only if the following authorization is included at the
beginning (preferably as the first paragraph) of the specification
10 be printed for the paient:

A portion of the disclosure of this patent document
contains material which is subject to [copyright or mask
work] protection. The [copyright or mask work} owner
has no objection to thefacsimile reproduction by any one
of the patent disclosure, as it appears in the Patent and
Trademark Office patent files or records, but otherwise
reserves all [copyrightor mask work ] rights whatsocver,

(4) Inclusion of a copyright or mask work notice after a
Notice of Allowance has been mailed will be permitted only if
the criteria ol 37 CFR 1,312 have been satisfied.

The inclusion of a copyright or mask work notice ina design
or utility patent application, and thereby any patent issuing
therelrom, under the conditions set forth above will serve 10
protect the rights of the author/inventor, as well as the public,
and will serve to promote the mission and goals of the Patentand
Trademark Office. Therefore, the inclusion of a copyright or
mask work notice which complies witl these conditions will be
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permitted, However, any departare from these conditions mity
resultin a refusal 1o permit the desired inclasion, If the awthori-
zation required under condition (3) above does not inelude the
specific language "(Dhe [copyright of musk work ] owner hiis no
objection to the facsimile reproduction by anyone of the patent
documentor the paent disclosure, as itappears in the Patent and
Trademark Office patent files or records,...” the notice will be
objected toas improper by the examiner of the application. 1 the
cxaminer maintains the objection upon reconsideration, a peti-
tion may be filed in accordance with 37 CFR 1.181.<

608.02 Drawing [R-8]

ISUS.C. 113 Drawings.

_ The applicant shall fumish a drawing where necessary for the
understanding of the subject matter to be patented. When the nature of
such subject matter admits of illustration by adrawing and th:e applicant
has not fumished such a drawing, the Commissioner may require its
submission within a time period of not less than two months from the
sending of a notice thereof, Drawings submitted after the filing date of
the application may not be used (i) to avercome any insufficiency of the
specification due to lack of an enabling disclosure or otherwise inade-
quate disclosure therein, or (ii) to supplement the original disclosure
thereof for the purpose of interpretation of the scope of any claim,

37 CFR 1.8] Drawings required.

(a) The applicant for a patent is required to fumish a drawing of his
invention where necessary for the understanding of the subject matter
sought to be patented; this drawing must be filed with the application,

(b) Drawings may include illustrations which facilitate an under-
standing of the invention (for example, flow sheets in cases of proc-
esses, and diagrammatic views).

(¢) Whenever the nature of the subject matter sought to be patented
admits of illustration by a drawing without its being necessary for the
understanding of the subject matter and the applicant has not furnished
such a drawing, the examiner will require its submission within a time
period of not less than two months from the date of the sending of a
notice thereof,

(d) Drawings submitted after the filing date of the application may
not be used to overcome any insulficiency of the specification due to
lack of an enabling disclosure or otherwise inadequate disclosure
therein, or to supplement the original disclosure thereof for the purpose
of interpretation of the scope of any claim,

37 CFR 1.84 Standardy for drawings.

(a) Paper and ink. Drawings must be made upon paper which is
flexible, strong, white, smooth, nonshiny and durable. Two-ply or
three-ply bristol board is preferred. The surface of the paper should be
calendered and of a quatity which will permit erasure and correction
with India ink. India ink, or its equivalent inquality, is preferred for pen
drawings to secure perfectly black solid Hnes. The use of white pigment
to cover lines is not normally aceeptable,

(b) Size of sheet and margins, The size of the sheets on which
drawings are made may either be exactly 8 1/2 by B oinches (21,6 by
35.6cmorexactly 2100y 29.7 em. (DN size A). All drawing sheets
in a particular application must be the sane size, One of the shorter
sides of the sheet is regarded as its top,

(1)On 8 112 by 14 inch drawing sheets, the drawing must inchale
atop margin of 2 inches (5.1 em.) and bottom and side margins of 1/4
nch (6.4 mm.) from the edges, thereby Jeaving a “sight™ precisely 8 by
1134 inches (20.3 by 29.8 emu), Margin horder lines are not permitted.
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All work must be included walin the “sipht™. The sheets may be
provided with two 143 nch (6.4 min.) disncter holes having e
centerlines spaced 1116 inch (17.5 ma.) below the top edge and 2
34 inches (7.0 ¢ ) apant, said holes being equally spaced from the
respective side edges,

(2)On 21.0by 29.7 cm. drawing sheels, the drawing must inciude
atopmarginof at Jeast 2.5 cm., a left side margin of 2.5 em., aright side
margin of 1.5 e, and @ bottom margin of 1.0 cm. Margin border lines
are not permitied. All work must be contained within a sight size not to
exeeed 17 by 26.2 cm,

(¢} Character of lines. All drawings must be made with drafiing
instruments or by aprocess which will give them satisfactory reproduc-
tion characteristics. Every line and letter must be durable, black,
sufficiently dense and dark, uniformly thick and well defined; the
weight of all lines and [etters must be heavy enough to permit adequate
reproduction. This direction applies to all lines however fine, to
shading, and to lines representing cut surfaces in sectional views, All
lines must be clean, sharp, and solid. Fine or crowded lines should be
avoided. Solid black should not be used for sectional or surface
shading. Frechand work should be avoided whereveritis possible todo
$9.

(d) Hatching and shading. (1) Haiching should be made by
oblique parallel lines spaced sufficiently apart to enable the lines to be
distinguished without difficulty.

(2) Heavy lines on the shade side of objects should preferably be
used except where they tend o thicken the work and obscure reference
characters, The light should come from the upper left-hand corner at an
angle of 45° Surface delineations should prefersbly be shown by
proper-shading, which should be open.

(¢) Scale. The scale to which o drawing is made ought to be large
enough to show the mechanism without crowding when the drawing is
reduced in size to two-thirds in reproduction, and views of portions of
the mechanism ona larger scale should be used when necessary to show
details clearly; two or more sheets should be used if one does not give
sufficientroom to accomplish this end, but the number of sheets should
not e more than is necessary.

(N Reference characters. The different views should be consecu-
tively numbered figures. Reference numerals (and letters, butnumerals
are preferred) must be plain, legible and carefully formed, and not be
enicircled. They should, if possible, measure at least one-cighth of an
inch (3.2 mm.) in height so that they may bear reduction to one twenty -
fourthof aninch (1.1 mm.); and they may be slightly larger when there
is sufficient room. They should not be so placed in the close and
complex parts of the drawing as to interfere with a thorough compre-
hension of the same, and therefore should rarely cross or mingle with
the lines. When necessarily grouped around a certain part, they should
be placed ata litde distance, atthe closest point where there is available
spuce, and connected by lines with the parts to which they refer, They
should not be placed upon hatched or shaded surfaces but when
necessary, o blank space may be left in the hatching or shading where
the character occurs so that it shall appear perfectly distinet and
separate from the work. The same part of an invention appearing in
more than one view of the drawing must always he designated by the
same character, and the same character mustnever be used to designate
different parts. Reference signs not mentioned in the description shall
not appear in the drawing and vice versa,

() Symbols, legends. Graphical drawing symbols and other la-
beled representations may be used for conventional clements when ap-
propriate, subject to approval by the Office. The clements for which
such symbols and labeled representations are used must be adeguately
identified in the specification. While descriptive matter on drawings is
not permitted, soitable legends may be used, or may be required, in
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proper cases, as in diagrammatic views and flowsheets or 1o show
muaterials or where labeled representations are employed to ilustrate
conventional elements. Arraws mary he required, in proper cases, to
show direction of movement, The letiering should be as large as, or
larger than, the refereace characters,

() [Revoked]

(i) Views. The drawing must contain as many figures as muy be
necessary 10 show the invention; the figures should be consecutively
numberedif possible intheorder in which they appear. The figures may
be plain, elevation, section, or prespective views, and detail views of
portions of elements, on a larger scale il necessary, may also be used.
Exploded views, with the separited parts of the same figure embraced
by a bracket, to show the relationship or order of assembly of various
parts are permissible. When necessary, a view of a large machine or
device in its entirety may be broken and extended over several sheets
if there is no loss in facility of understanding the view. Where figures
on two or more sheets form in effect a single complele figure, the
figures on the several sheets should be so arranged that the complete
figure can be understood by laying the drawing sheets adjacent to one
another. The arrangement should be such that no part of any of the
figures appearing on the various sheets are concealed and that the
complete figure can be understood even though spaces will oceur in the
complete figure because of the margins on the drawing sheets. The
plane upon which a sectional view is taken should be indicated on the
general view by a broken line, the ends of which should be designated
by numerals corresponding to the figure number of the sectional view
and have arrows applied to indicate the direction in which the view is
taken. A moved position may be shown by a broken line superimposed
upon a suitable figure if this can be done without crowding, otherwise
a separate figure must be used for this purpose. Modified forms of
construction can only be shown in separate figures. Views should not
be connected by projection lines nor should centerlines be used.

() Arrangemeni of views, All views on the same sheet should stand
inthe samedirection and, if possible, stand so that they can be read with
the sheet held in an upright position, If views longer than the width of
the sheet are necessary for the clearest illustration of the invention, the
sheet may be turned on its side so that the top of the sheet with the
appropriate top margin is on the right-hand side. One figure must not
be placed upon another or within the outline of another.

(k) Figure for Official Gazette. The drawing should, as far as
possible, be so planned that one of the views will be suitable for
publication in the Official Gazette as the illustration of the invention,

(1) Extraneous matter. ldentifying indicia (such as the attorney’s
docket number, inventor's name, number of sheets, etc.) not to exceed
2 3/4 inches (7.0 ¢m.) in width may be placed in a centered location
between the side edges within three-fowths inch (19,1 mm.) of the wop
edge. Authorized security markings may be placed on the drawings
provided they be outside the illustrations and are removed when the
material is declassified. Other extrancous niatter will not be permitted
upon the face of a drawing,

(m) Transmission of drawings. Drawings transmitted to the Office
should be sent flan, protecied by a sheet of icavy binder's board, or may
be rolled for transmission in a suitable mailing tube; but must never be
folded. If received creased or ntilated, new drawings will be required.
(See § 1152 for design drawings, § 1.165 for plant drawings, and §
1.174 for reissue drawings.)

Drawings on paper are acceptable althongh brisiol board
is preferred. I drawings on paper are submitied, any cor. cetions
thereto involving deletion of material must be made in the form
of replacement sheets sinee paper does not normally permit
erasurcs 10 be made.
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Good quatity copies nirde on office copices ase aceeptable
il the tines arc.uniformly thick, black, and solid,

Drawings are currently accepied in iwo ditferent formats, It
is however required that all drawings in i pasticular application
be the same size for case of handling and reproduction,

Design patent drawings, 37 CFR 1182, >MPEP< §
1503.02.

Plant patent drawings, 37 CFR 1,165, >MPEP< § 1606.

Reissue application drawings, >MPEP< §§ 608.02(k) and
1413,

Correction of drawings, >MPEP< § 608.02(p). Prints,
preparation and disteibution, >MPEP< §§ 508 and 608.02(m).
Prints, retum of drawings, >MPEP< § 608.02(y).

For pencil notations of classification and name or initials of
assistant cxaminer (0 be placed on drawings sce >MPEP< §
717.03.

The filing of a divisional or cortinuation case under the pro-
visions of 37 CFR 1.60 (unexccuted casc), does not obviate the
need for formal drawings. Sce >MPLEP< § 608.02(1).

DEFINITIONS

A number of different terms are used when referring to
drawings in patent applications. The following definitions are
uscd in this Manual.

Originaldrawings: The drawing submiued with the applica-
tion when filed. Itmay be cithera formal oraninformal drawing,

Substituwie drawing: A drawing filed later than the filing date
ofanapplication. Usually submitted to replace an original infor-
mal drawing. ‘

Formal drawing: A drawing in aform that complies with 37
CFR 184, Formal drawings are stamped “approved” by the
Draftsman, They may be either 8 1/2 by 14 inchesor 21 by 29.7
Cm, in size.

Informal drawing: A drawing which docs not comply with
the form requirements of 37 CIFR 1.84. Drawings may be
informal becaunse they are not on the proper size sheets, the
quality of the lines is poor, or for other reasons such as the size
of reference clements, Sach objections are made by the Drafts-
man on form PTO-948,

Drawing prine: This term is used for the white paper print
prepared by the >Micrographics<** Branch of the Oflice Serv-
ices Divisions of all original drawings. The drawing prinis
contain the notation *Print of Drawing as originally filed” necar
the top. Drawing prints should be placed on the 1op on the right
hand flap of the application file wrapper.

Interference prine: This term is used 10 designate the copy
prepared of the original drawings on colored, heavy weight card
stock material. The interference prints are filed in file cabincts
separate from the file wrappers and arc used to make ingerler-
enee scarches.

The following Form Paragraphs should be used when noti-
fying applicants of drawing corrections.

§ 6.38 Acknowledgment of Proposed Drawing Correction
The proposed drawing correction andfor the proposed substituie

sheets of drawings, filed on }1] have been §2].
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Examiner Note:

1. In bracket 2, insert either approved ar disapproved,

2. approved, either form paragraph 6.39 and 6.400r 6.41 or 6.44
mtist follow,

3. I disapproved, an explanation must be provided.

§6.39 PTO No Longer Makes Drawing Changes

The Patent and Trademark Office no longer makes drawing
changes. 1017 QG 4. 1t is applicant’s responsibility to ensure that the
drawings are corrected, Corrections must be made in accordance with
the instructions below,

Fxaminer Note:

This paragraph is to be used whenever the applicant has filed a
request for the Office 1o make drawing changes. Form paragraph 6.40
must follow,

§ 640 nformation on low To Effect Drawing Changes
Information on How To Effect Drawing Changes

1. Correction of Informalitles (Draftsman's objections on PTO-
948). In order 1o correct any informalitics in the drawings, applicant
MUST comply with options (a) or (b) helow, Failure to do so will result
in ABANDONMENT of the application,

(a) Upon an indication of allowable subject matter, file new
drawings with the changes incorporated herein. The art unit number,
serinl number and number of drawing sheets should be written on the
reverse side of the drawings. Applicant may delay filing of the new
drawings until receipt of the “Notice of Allowability” (PTOL-37). If
delayed, thenew drawings MUS'T be filed within the THREE MONTH
shortened statutory period set for response in the “Notice of Allowabil-
ity™ (PTOL-37). Extensions of time may be obtained under the provi-
sions of 37 CFR 1.136(a). The drawings should be Tiled as a separate
paper with a transmiutal letter addresaed to the Official Draftsman,

(b) Uponanindication of allawable subject matter, request & com-
mercial bonded drafiing firm o make the necessary corrections,
Applicant may delay requesting correction until receipt of the *Notice
of Allowability” (PTOL-37).

IF DELAYED A BONDED DRAFTSMAN MUST BE AUTHOR-
IZED, TNE CORRECTIONS EXECUTED AND THE COR-
RECTED BRAWINGS RETURNED TOTHE OFFICE DURING
THE THREE MONTH SHORTENED STATUTORY PERIOD SET
FORRESPONSEINTHE"NOTICEOF ALLOWABILITY" (I'TOL-
37). EXTENSIONS OF TIME MAY BRI OBTAINED UNDER TIIE
PROVISIONS OF 37 CFR 1,136(a).

2. Covrectlons other than informalities Noted by the Drafts-
man on the PTO-948,

Al changes 1o the drawings, other than informalities noted by the
Draftsman, MUST be made in the same nunier as above except that,
normally, a red ink sketch of the changes to be incorporated into the
new drawings MUST e approved by the examiner before the applica-
tion will be allowed. No changes will be permitied o he made, other
thin correction of informalities, unless the examiner has approved the
proposed changes.

1 Tinlng of Corrvectlons

Apphicant is encavraged to correct drawings upon an indication of
allowable subject manter. However, applicant is regudred to submit
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seceptable comected drawings within the three month shortensd
statwtory period set in the " Notice of Allowability™ PTOL-37). Within
that three manth period, iwo weeks should be allowed for review by the
Otfice of the correction. I a comection is determined to be unscery-
able by the Office, applicant must awange to have an aceeplable
correction re-submitted within the ariginal three month period to avoid
the necessity of obtaining an extension of time and of paying the
extension fee. Therefore, applicant should fife corrected drawings as
soon as possible.

§ 641 Reminder That PTO No Longer Makes Drawing Changes

Applicant is reminded that the Patent and Trademark Office no longer
makes drawing changes and that it is applicant’s responsibility to
ensure that the drawings are corrected in accordance with the instrue-
tions set forth in paper no, {1], mailed on |2,

Examiner Note:

This paragraphis to be nsed when the applicant has been previously
provided with information on how to effect drawing champes (..,
cither by way of form paragraph 6,40 or a PTO-1474 has been
previously sent).

§ 642 Reminder That Applicant Must Make Drawing Changey

Applicant is reminded that in order to avoid m abandonment of this
application, the drawings must be corrected in accordance with the
instructions set forth in paper no. [ 1] mailed on | 2],

Examiner Noge:
This paragraph is 1o be used when allowing the application and

when applicant has previously been provided with information on how
to effect drawing changes (i.c., by way of form paragraph 6,40 or a
PTO- 1474 has been previously sent),

§ 6.5 Drawings Conmtain Informalities, Application Allowed

The drawings filed on | 1] are acceptable subject to correction of the
informalities indicated on the auached Notice re Drawings, PTO-948,
In order to avoid abandonment of this application, correction s
required.

Examiner Note:
Use this paragraph when allowing the case, particularly at ime of
first action issue, Form paragraph 6,40 or 6,41 must follow,

g 644 Drawing Informalities Previeusly Indicated

I order 10 avoid abandonment, the drawing informalities noted in
paper no. [ 1], mailed on [2], must now be comrected, Correction can
only be effected in the manner set forth in the above noted paper,

Examiner Note:
Use this paragraph when allowing the case and applicant has pre-
viously been informed of informalities in the the drawings,

§ 6,47 Examiner's Amendment Involving Drawing Changes

The following changes to the drawings have been approved by the
Examiner and agreed upon by applicant: [ 1], In order 10 avoid ahandon-
ment of the application, applicant must make the above agreed upon
drawing changes.

Sxaminer Note:
1. In bracket 1, Insert the agreed upon drawing changes.
2. Fovm paragraphs 6.39 and 6,40 must follow,
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DRAWING SYMBOLS.

J7CFR 1.84(g) indicates that graphic drawing symbaols and
other lubeled representations may be used for conventional
elements where appropriate, subject to approval by the Office.
Also, suitable logends may be used, or may be required, in
PROPCT Cases,**

The publications =listed below< have been reviewed by the
Office and the symbols therein are considered W be generally
acceptable in patent drawings. Although the Office will not
“approve” all of the listed symbols as a group because their use
and clarity must be decided on o case-by-case basis, these
publications may be used as guides when selecting graphic
symbols. Overly specific symbols should be avoided. Symbols
with unclear meanings should be labeled for clarification,

These publications are availuble from the American Na-
tional Standards Institute Inc., 1430 Broandway, New York, New

608.02

York 10018,

The publications reviewed are the following:

¥32.2.1970 Graphic Symbols for Elecirical & Elecwonics Dia-
grams

¥32.10-1967 Graphic Symbols for Fluid Power Diagrams

Y32.11.1961 Graphic Symbols for Process Fiow Diagrams in the
Petroleum & Chemical Industries

Y32.14.1962 Graphic Symbols for Logic Disgrams

732.2.3-1949 (R1953) Graphic Symbols for Pipe Fittings, Valves
annd Piping

7:32.2.4-1949 (R1953) Graphic Symbols for Heating, Ventilating
& Air Conditioning

732.2.6-1950 'Graphic Symbols for Heat-Power Apparatus

>The following symbaols should be used to indicate various
materials where the material is an important {eature of the
invention. The use of conventional symbols is very helpful in
making prior art scarches.<
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APPLICATIONS FILED WITHOUT DRAWINGS

Applications filed without drawings are initially inspected
to determine whether or not a drawing >is referred 10 in the
specification, orif<, under the statite, >a drawing< is necessary
betore the =application<®* can be given a filing date. Doubiful
cases are referred o the supervisory primary examiner for
decisionasto theneed for such adrawing, If, afteranapplication
withouta dvawing has been received in the >examining< group,
it is clear that a drawing is required, the application should be
returned Lo the Applicition >Branch<* along will: & memoran-
dum indicating that a drawing is required. 1t has long been the
practice o aceept a process case (that is, a case having only
processormethod claims) whichis filed withoutadrawing. The
same practice has been followed in composition cases, Other
silations where drawings are usually not considered essential
for a filing date are:

1. Coated articles or products, Where the invention resides
solely in coating or impregnating a conveational sheet, ¢.g.,
paperorcloth, oran article ol known and conventional character
with a particular composition, the application containing claims
10 the coated or impregnated sheet or article, unless signilicant
details of structure or arrangement are involved in the article
claims,

L. Articles made froma particular material or composition.,
Where the inventionconsists inmaking an article of a particular
material oF composition, unless significant details of structure
or arrangement are involved in the article claims,

1. Leaninated Structures. Where (the claimaed invention in-
volves only laminations of sheets (and coatings) of specified
material unless significant details of structure or arrangement
(other than the mere order of the layers) are involved in the
article claims,

IV Articles, apparatus or systems where sole distinguishing
Sfeature is presence of a particular material. Where the inven-
tion rexsides solely in the use of a particular material in an
otherwise old article, apparatus or system recited broadly in the
claims; for example,

«. llydraulic system distinguished solely by the use therein
ol a particutar hydraulic fuid;

O, Packaged sutures wherein the structure and arrangement
of the package are conventional and the onty distinguishing feii-
ture is the nse of a particular fHuid,

APPLICATIONS FILED WITHOUT ALL FIGURES OF
DRAWINGS

Applications fited withont all ligures of drawing described
in the specification are not given a filing date since they are
“priia facie™ incomplete, The filing date is the date on which
the omited figures are filed, See >MPEP §<* 601,01 1f the oath
or declaration for the application was Filed prior (o the submis-
sionof all figures of the dratwing the submission of any omitted
figures must be accompanied by a supplemental oith or dec la-
ration stating ihin the omitted figures accurately illustate and
are a part of applicant’s invention. 11 the oath or declaration for
the application was not filed prior to the submission of the
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omitted figures, the oath or declarstion, when tded mast include
a4 speeific reference to the figures originally osutied. 1§ any
applicant belicves that omitted figures of an application are g
necessary for an undersiding of the subject matter sought to
be patented, applicant may pettion to have the application
aceepied without the omitted figures. Any such petition must be
accompianied by the petition fee (3% CFR 1L17(h) and an
amendment cancelling from the specification all references w
the omitied figures and any claims which depead upon the
omitted figures for disclosure and support. Also, if the oath or
declaration for the application was filed prior 10 the date of the
amendment and petition, the amendment must be accompanicd
by a supplemental declaration by the applicant stating that the
invention is adequately disclosed in, and *>a desire< torely on,
the application as thus amended for purposes of an original dis-
closure and filing date. 1t the oath or declaration for the appli-
ation was not filed prior o the date of the petition and
amendment, the oath or declaration, when filed, must include &
specilic reference to the amendiment cancelling from the speci-
fication all references 1o the omitted figares and any claims
which depend upon the omitled figures for disclosure and
support, >The petition requesting that the application be ac-
cepted without the omitted drawing figures should be directed
(o the Office of the Assistant Commissioner for Patents and
request relief under 37 CFR 1,182.«

ILLUSTRATION SUBSEQUENTLY REQUIRED

Theacceptance of anapplication without a drawing does not
precinde the examiner from requiring an illustration in the form
ofadrawing under >37 CFR< * 1 81¢c) or >37 CFR<* 1.83(¢).
In requiring such a drawing, the examiner should clearly indi-
cate that the requirement is made under »37 CFR<*1.81(¢) or
>37 CFR<* 1.83(¢) and be careful not to state that he >or she<
is doing so “because it is necessary for the understanding of the
invention,” as that might give rise (o an erroncous impression as
o the completeness of the application as filed. Examiners
making such requirements are o specifically require, as a part
of the applicant’s next response, at least an ink skeweh or
permanent print of any drawing proposed in response (o the
requirement, even though no allowable subject matter is yet
indicated. This will afford the examiner an carly opportanity to
determine the sufficiency of the illustration and the absence of
new matter, See >37 CFR< 1118 and >37 CFR< 1.81(d). The
deseription should of course be amended to contain reference 1o
the new iltustration, This may obviate further correspomdence
where anamendment places the case in condition forallowance,
except for the formal requirement relating to the drawing, In the
cvent ol a finat determination that there is nothing patentable in
the case, a tormal drawing will not be required.

PHOTOGRAPHS

Photographs are not normally considered to be proper draw-
ings. Photographs are acceptable for a filing date and are
generally considered to be informal drawings. Photographs are
only acceptabie where they come within the special categories
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set forth in the paragraph immediately below, Photolithographs
of photographs are never acceptable. Scc n re Taggart et al.,
1957 C.1D. 6,725 O.G, 397 and In re Myers, 1959 C.1. 2,738
0.G. 947.

SPECIAL CATEGORIES

The Patent and Trademark Office is willing to accept black
and white photographs or photomicrographs (not  pho-
tolithographs or other reproductions of photographs made by
using screens) printed on sensitized paper in licu of India ink
drawings, to illustratc inventions which are incapable of being
accuratcly or adequately depicted by India ink drawings re-
stricted to the following categories: crystalling structures, met-
allurgical microstructures, textile fabrics, grain structures and
ornamental cfiects. The photographs or photomicrographs must
show the invention more clearty than they can he done by India
ink drawings and otherwisc comply with the rules concerning
such drawings,

Such photographs to be acceptable must be made on photo-
graphic paper having the following characteristics which are
generally recognized in the photographic trade: paper with a
surface described as smooth; tint, white, or be photographs
mounted on proper size bristothoird,

>See MPEP § 1503.02 for discussion of photographs used
in design patent applications,<

COLOR DRAWINGS

Drawings >and photographs< in colors other than black do
not come within the purview of 37 CFR 1.84. Unless the
drawing requirements of 37 CFR 1,84 are waived, the Drafts-
man will notapprove color drawings in a utility or design patent
application. The examiner must object 1o the color drawings as
being improper and require applicant cither to cancel the draw-
ings or 1o provide substitute black and white drawings.

Ncither the examiner nor the Draltsman have the authority
to waive or suspend drawing requirements 1o permitcolor draw-
ings in utility and design applications, The applicant must file a

yetition under 3 FR 1,183 with fee requesting acceptance of
petition under 37 CFR 1,183 with Ice requesting acceptance of

the color drawings and a waiver of the requirements of 37 CFR
1.84. The petition and the application file must be sent to the
Deputy Assistant Commissioner for Patents for decision, Only
il the petition is granted will the Draftsman be anthorized to
approve the color drawings as to form,

Where color drawings have been transferred from a prior
application to a newly submitted application, applicant must
renew the petition under 37 CFR 1,183 even though a similar
petition was filed in the prior application, Until the rencwed
petition is granted, the examiner must object to the color
drawings as being improper,

>Under 37 CIFR 1.84, the drawings of a utility patent appli-
cation must he in black and white, However, on occasion, color
drawings may be appropriate. In this circumstance, the Paent
and Trademark Office will entertain a petition under 37 CIFR
1183 1o waive the requircements of 37 CFR 1.84 to the extent
that color drawings on IMN size A4 shieets (21.0 by 29,7 em)
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will be accepted for the parposes and ander the conditions set
forth below.

The petition must be accompanied by five (5) sets of color
drawings on DIN Ad sheets (2 EO by 29.7 cm.) for examination,
copying and archival purposes,

In light of the substantial administrative and cconomic

burden associated with printing a wiility patent with color
drawings, the patent copies which are printed at issuance of the
patent will depict the drawings in black and white only. How-
ever, A sct ol color drawings will be atached to the Letters
Patent, Morcover, copics of the patent with color drawings
attached thereto will be provided by the Patent and Trademark
Office upon special request and payment of the fee necessary to
recover the actual costs associated therewith,

Accordingly, the petition must also be accompanied by a
proposed amendment to insert the following kaingnage as the
first paragraph in the portion of the specification containing a
brief description of the drawings:

The file of this patent contains al least one drawing
exceuled in color. Copies of this patent with color drawing(s)
will he provided by the Patenn and Trademark Office upon
request and payment of 1he necessary fee.

Itisanticipated that such apetition with be granted only when
the Patent and Trademark Office has determined that a color
drawing is the only practical medium by which to disciose ina
printed utility patent the subject matier to be patented.

1t is emphasized that a decision to grant the petition shonld
be regarded as an indication that color drawings are necessary
o comply with a statntory reguirement. In this ktter respect,
clearly it is desirable to file any desired color deawings as part
of the original application papers in order to avoid issucs
concerning statutory defects (e.g., lack of enablement under 35
U.S.Co 12 ornew matter under 35 ULS.C. 132), The filing of the
petition, howevermay be deferred until acceptable drawings are
required by the examiner,

The petition should be directed to the attention of the Office
of the Deputy Assistant Commissioner for Patents.<

NOTIFYING APPLICANT

If the original drawings are informal, but may be admited
for examination purposes the draftsman indicates on 2-part
form, PTO-948, whatthe informalitics are and whether they can
be carrected or whether new drawings are reguired. In cither
case the informal drawings are accepted as satisfying the re-
quirements of 37 CIFR 1,51,

The examiners are direeted to advise the applicants by way
of form PTO-948 (sce >MPEP< § 707.07(a)) in the first Office
action of the conditions which the draftsman considers to render
the drawing informal, and when indicated, that such drawing
can becorrected so asto be aceentable. The examiner shonld noi
require new drawings becanse of their excecution unless the
necessity therefor has been indicated by the draftsman,

Drawing corrections should be made when the application is
in issuc unless the examiner requires coreection 8t an carlier
date.
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If the examiner discovers a defect in the content of the
drawing, the applicant should be noiified by using a Form
Paragraph where appropriaie,

§6.21 New Drawings, Competent Draftsman

New formal drawings are required in this application because | 1.
Applicant is advised 10 employ the services of a competent patent
draftsman outside the Olfice, as the Patent and Trademark Office no
longer prepares new drawings.

§6.22 Drawings Objected to
The drawings are objected to because [ 1]. Correction is required.

Exuminer Note:
Follow with paragraph 6.27, if appropriate.

 6.23 Subject Matter Admits of Hlustration

The subject matter of this application admits of illustration by a
drawing to facilitate understanding of the invention. Applicant is
required to furnish a drawing under 37 CFR 1,81,

Examlner Note:
When requiring drawings before examination, use PTOL-90 form
and set & two-month time period,

§ 6.26 Informal Drawings Do Not Permit Examnination

The informal drawings are not of sufficient quality 1o permit ex-
amination, Accordingly, new drawings are required in response to this
Office action.

Exsminer Note:
Use PTOL-90 form and set a 2-month time period,

§6.27 Correction Held in Abeyance

Applicant is required 1o submit a proposed drawing correction in
response o this Office sction, However, correction of the noted defect
will be deferved until the application is allowed by the examiner.

DRAWING REQUIREMENTS

¥+ The first sentence of 35 U.S.C. 113 **> requires< a
drawing to be submitted upon filing where such drawing is
nceessary for the understanding of the invention. In this sito-
ation the lack of a drawing renders the application incomplete
and as such, the application cannot be given afiling datc until the
drawing isreceived. The second sentence of 35 U.S.C. 1 3 deals
with the situation wherein a drawing is not necessary for the
understandling of the invention but the case admits of illustration
and no drawing was submitted on filing. The lack of the drawing
in this situation does not render the application incomplete but
rather is treated much in the same manner as an informality, The
examiner should require such drawings in almost all such
instances. Such drawings could be required during the process-
ing of the application but do not have to be fumished at the time
the application is filed. The applicant is allowed at least two
months from (he date of the letter requiring drawings to submit
them,
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Handbing of Brawing Requirements Under the First Sentence
of IS VSC I

The Application >Branch<* examiner will snake the initial
decision in all new applications as 10 whether a drawing 13
“necessary™ under the first sentence of 35 US.C. 113, A
drawing will be considered “necessary™ under the first senicnce
of 35 U.S.C. 113 in all cases where the drawing is referred to in
the specification and one or more figures have been omitted.

The determination under 35 U.S.C. 113 (first sentence) as to
when a drawing is necessary will be bandled in the Application
>Branch<* according to the following procedure. The Applica-
tion >Branch<* formality cxaminers will make the initial deter-
mination whether or pot drawings are required for the under-
standing of the subject matter of the invention. Mechanical and
clectrical cases which lack a drawing, but in which one appears
10 be needed far an understanding of the invention, wilt be
referred to the Classilication and Routing >Unit<™  of the
Application >Branch<* for advice. Il the Classification and
Routing >Unit<* cannot reach a prompt and decisive response,
the application will be referred to the supervisory primary
cxaminer for a determination. When drawings are required, the
application is treated as incomplete and the applicant is so
informed by the Application >Branch<*, The filing datc will not
be granted and applicant will be notificd to complete the
application (37 CIFR 1.53). However, the practice with respect
1o chemical cases is that, unless a drawing or drawing figure is
specifically referred o in the specification of the application, the
application will initially be considered by the Application
>Branch<* formality examiner as being complete and will e
given a filing date. Only in those chemical cases wherein there
is a reference in the specification to a drawing and no drawing
was present on filing witl achemical application initially be held
incomplete and denied a filing date. If a drawing is later
furnished, a filing date may be granted as of the date of receipt
of such drawing.

If an examiner feels that a filing date should not have been
granted in an application because it does not contain drawings,
the matter should be brought to the attention of the supervisory
primary examiner (SPE) for review, If the SPE decides that
drawings are required o understand the subject matier of the
invention, the SPE should return the application o the Applica-
tion >Branch<* with a >typed. signed and daied< memoran-
dum requesting cancellation of the filing date and identifying
the subject mattes required 1o be illustrated.

608.02(a) New Drawing — When Required
[R-8]

Utility and design patent applications should be taken up (or
the first Office action without a request for formal drawings
unless the indc . mal drawings are so unclear that they do not
facititate an understanding of the invention as to permit exami-
nation of the application. If at the time of the imitial assignment
ol an application to an cxaminer's dockct or if at the ime the ap-
plication is taken up for action the supervisory primary exam-
iner believes the informal drawings 1o be of such acondition as
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10 not permit reasonable examination of the application, appli-
cant should B¢ r. mired 1o immediately submit formal drawings
by using, a form PTO- 1094, However, if the informal drawings
do not pernuit examinaiion and the supervisory primary cxam-
incr believes the drawings arc of sucha character as to render the
application defective under 35 U.S.C. 112, examination should
begin immediately with a requirement for formal drawings and
a rejection of the claims as not being in compliance with 35
U.S.C. 112, first paragraph being made.

Formal drawings should be required when the application is
atllowed.

For letter PTO- 1094 should not accompany an cxaminer’s
action since forms PTOL-326 and 37 now provide items for
requiring formal drawings.

Form Paragraph 6.45 may also be used to inform applicant
that formal drawings are required.

§6.45 Application Allowed, Formal Drawings Needed

Formal drawings are now required and must be filed within the
three month shortened statutory period set for response in the "Notice
of Allowability” (PTOL-37). Exiensions of time may be obtained
under the provisions of 37 CFR 1,136(a). Failure to timely submyit the
drawings will result in ABANDONMENT of the application. The
drawings should be submitted as a separate paper with a transmitial
letter which is addressed 0 the Official Draftsman. The art unit
number, serial number and number of drawing sheets should e written
on the reverse side of the drawings.

Handling of Drawing Requirements Under the Second
Sentence of 35 US.C. 113

35 U.S.C. 113 deals with the situation wherein the drawing
is not necessary for the understanding of the invention, but the
subject mater admits of iilustration by a drawing and the
applicant has not furnished a drawing. The lack of the drawing
in this situation does not render the application incomplete but
rather is treated as an informality, A tiling date will be accorded
with the original presentation of the papers, despite the absence
of drawings. In these situations, a drawing or further itlustration
will normally be required by the cxaminer. This should be done
prior Lo examination in a separate letter, The examiner should
require additional drawings where appropriate ag carly as pos-
sible, since the possession of the additional drawings would
facilitate the examination process. A letter requiring drawings
may contzin wording similar to the lollowing:

*“The examiner has decided that the subject matter of this
application admits of illusiration by a drawing and 1hat a
drawing would facilitate the understanding of the subject
matier disclosed. (Continue with a specific mention of those
items of which drawings are desired.) Applicantis required to
furnish a drawing under 37 CFR 1.81™ (Incorporate in Office
action or send a separate letier setting a two-month period for
response.)

The applicant >should<* be given at Ieast two montls from
the date of >a<™ requirement 1o submit drawings >made in a
separate letter<, If the requirement for drawings is inclnded in
an Office action, the ime for supplying the additional drawings
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will be the same as the time for response to the Office action,
RECEIPT OF DRAWING AFTER THE FILING DATE

When a nccessary additional iiustration is small and may be
added to the drawings on {ile, an additional sheet of drawing
shiould not be required, but the examiner will ask that the
proposcd ilfustration be shown in a sketeh, which showing will
be transterred o onc of the sheets of the drawings. I new matter
is noticed by the examiner in a substitute or additional drawing
the drawing should not be entered. It should be objected to as
containing new matter, A new drawing without such new maiter
may be required if the examiner feels a drawing is needed under
37CFR 1.81 or 1.83. The examiner’s decision would be review-
able by petition to the Commissioner under 37 CFR 1.181. The
decision on such a petition would be handled by the group
director,

UNTIMELY FILED DRAWINGS

Ifadrawing is nottimely received in response toa letter from
the examiner which requires adrawing, the application becomes
abandoned for failure to respond.

For the handling of additional, duplicate, or substitute draw-
ing, sc¢ >MPEP< § G08.02(h).

608.02(b) Informal Drawings [R-8]
37 CFR 1.85. Informal drawings.

The requirements of § 1.84 relating to drawings will be sirictly
enforced. A drawing not excecuted in conformity thereto, if suitable for
reproduction, may be admitted but in such case the drawing must he
correctd or a new one furnished, as required.

In instances where the drawing is such that the prosccution
can be carried on without the corrections, applicant is informed
of the reasons why the drawing is objected toon Form PTO-948,
and that the drawing is admitted for examination purposes only
(sce >MPLEP< § 707.07(a)). To be fully responsive, an amend-
ment must include a request for drawing corrections when the
application is allowed or an appeal is filed. Sce >37 CIFR<*
L111(D).

INFORMAL DRAWINGS

To cxpedite {iling, applicants sometimes submit applica-
tions with informat drawings. Suchapplicationsarc accepted by
Application >Branch<* for filing only, provided the informal
drawings are readablc and reproducible. Applicant is notified on
form letter PTOL-1094 or by Form Paragraph 6.24 that formal
drawings, in compliance with >37 CFR<* 1.84 will be required
when the application is atlowed. Forim PTO-1094 will be used
when the informal drawings are such as to render the application
impractical to be examined,

§ 6.24 Informal Drawings

This application has been filed with informal drawings which are
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acceprable for examination purposes only. Formal drawings will be
required when the application is allowed,

HANDLING OF NEW DRAWINGS

In those situations where an application is filed with infor-
mal drawings, applicants are requested to wait until they receive
their “Notice of Informal Drawings”™ form, PTO-1084 or the
first Office action utilizing torm PTOL-327 or PTOL-37 from
the group art unit before submiting the formal drawings, The
leter of transmittal accompanying the formal drawings shonld
identify the group artunit indicated on form PTO- 1094 or form
PTOL-326. If the informal notification appears on form PTOL.-
37, the date of the mailing of the Notice of Allowance and Issue
Fecas well as the Issue Batch Number must be given, Also, cach
sheet of drawing should include the serial number and group art
unit in the upper right margin. In the past, some drawings have
been misdirected because the group art unit indicated on the
filing reccipt was used rather than that indicated on the informal
nolice forms,

The draftsman is the judge of drawings, as 1o the exccation
ol the same, and the arrangement of the views thercon, while the
examiner is the judge as 1o the sufficiency of the showing. The
drawings received with an application are inspected by the
draftsman. If the drawing is satisfactory, he stamps on cach
sheet “Approved by Draltsman.” See also >MPEP< § 608.02,

RECEIPT OF SUBSTITUTE DRAWINGS

If substitute drawings are timely filed, the clerk should im-
mediately send the new substitute drawings with the file wrap-
per to the Draftsman for approval as to form.

If the applicaiion is allowed on the firstaction, the examiner
should require formal drawings using form PTOL-37,

COMPARISON OF SUBSTITUTE DRAWINGS

In mility applications, the examination will normally be
conducted using any informal drawings presented, the sulfi-
ciency ol disclosure, as concerns the subject matter claimed,
will be made by the examiner utilizing the informal drawings,
ACCORDINGLY, IT IS APPLICANT'S RESPONSIBILITY
TO SEETHATNONEW MATTER 1S ADDED when submit-
ting substitute drawings, since they wilt not normally be re-
viewed by an examiner. Of course, if the examiner notices new
magter in the substitute drawings, appropriate action to have the
new matter deleted should be undertaken,

>The Patent and Trademark Ofice no longer requires a $10
(ten dollar) comparison fee payment with the submission of
formal sheets of drawings. <
608.02(c) Drawing Print Kept in Iile
Wrapper [R-8]

The drawing prints must always he kepton lop of the papers
on the right side of the file wrapper so as to be visible upon
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opening the wrapper and to permig them to be casily detached.

Applications may be senttoassuc ortothe * Files *»Reposi-
tory< without the original drawing, ifany, if the drawing cannol
he tocated. For »an< application sent (o issue with missing
drawings see >MPEP< § 608.02(2). For >abandonad< applica-
tions sent (o **>the Files Repository<, a notation should be
made on the “Conteats” postion of the file wrapper that the
drawings were missing.

Upon initial processing, the original drawings arc placed in
the center portion of the application file wrapper underncath the
application papers by the **>Micrographics Branche, The for-
mal drawings should be retained in this position,

608.02(d) Complete Hiustration in
Drawings [R-8]

37 CFR 1.83. Content of drawing.

(1) The drawing must show every feature o the invention specified
in the claims. However, conventional features disclosed in the descrip-
tion and claims, where their detadled illustration is not essential for a
proper undersianding of the invention, should be illusivated in the
drawing in the form ol a graphical drawing symbol or a labeled
representation (o.g. a labeled rectangulur hox),

(h) When the invention consists of an improvement on an old
machine the drawing must when possible exhibit, inone orore views,
the improved portion itself, disconnected from the old struciire, and
also in another view, so much only of the old structure as will suffice
10 show the connection of the invention therewith,

(¢} Where the drawings do not comply with the requirements of
paragraphs (n) and (b) of this section, the examiner shall require such
additional illustration within a time period of not less than two months
from the date of the sending of a notice thereof, Such corrections are
subject o the requirements of § 1L.81(d).

Any structural detail that is of sufficient importance to be
described should he shown in the drawing, (fx parte Good, 1911
C.D. 43,164 0.G. 739.)

Form Paragraph 6.36 should be used to require ilustration,

§ 6.36 Drawings Do Not Show Claimed Subject Matter

The drawings are objected to under 37 CFR 1.83(x). The drawings
must show every feature of the invention specified in ihe claims.
Therefore, the 1} must be shown or the feature shonld be cancelled
from the claim. No new matier should be entered.

Fxaminer Note:
In bracket 1, insert the features that should be shown,

Sce also >MPLEP< § 608.02(a).
008.02(¢) Examiner Determines
Completeness of Drawings

The examiner should sce to it that the figuees are correctly
deseribed inthe briel description of the specification and that the
reference characters are properly applicd, no single reference
characier being used Tor two different parts or for a given part
and a madification of such pant, Every feature covered by the
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chums must be iltusteated, but there should be no superfluous
illustrations,

608.02(1)  Maodifications in Drawings

Madifications may not he shown in broken fines on figures
which show insolid lines another form of the invention, Bx parte
Badger, 1901 C.D, 195; 97 0.0, 1596,

Al madifications deseribed must be illustraied, or the text
canceled, (x parte Peck, 1901 C.D. 136; 96 O.G. 2400.) This
requirement does not apply 1o o mere reference (0 minor
variations nor 10 well-known and conventional parts,

608.02(g) Hlustration of Prior Art [R-8)

Figures showing the prior art are usunlly unnecessary and
should be canceled, Ex parte Eltiot, 1904 C.D, 103; 109 O.G,
1337, However, where needed to understand applicam's inven-
tion, they may be retained if designated by a legend such as
“Prior A"

> I ahe prior aet figure is not tabeled, the following para-
graph may be used.

Figure | 1] should he designated by a legend such as *Prior Art” in
order to clarly what is applicant’'s invention, (see MPED §
608.02(p)).<

608.02(h)  Additional, Duplicate or
Substitute Drawings [R-8)

When an amendment is filed stating that at the same lime
substitute or additional sheets of drawings are filed and such
drawings have not been transmitted (o the examining group, the
docketelerk inthe examining group should call the Application
>Brancha* belore entering the amendment (o ascertain if the
drawing was not received, In the next communication of the
examiner the applicant is notificd if the drawings have been
received and whether or not the substitute or additional draw-
ings have heen entered in the applicaiion,

Additional and substitnte drawings, together with the file
wrapper, are routed through the Drafting »>Branch<® where any
defects inexceution will be noted. If there are none, they with be
stamped, “APPROVED BY DRAIFTSMAN". When such
drawings are considerad by the examiner, it should he kept in
mind that the “*APPROVED" stump applies only (o the size and
quality of paper, lines ough and blareed and other details of
excenion, ** The additional or substitute drawing sheets
should he entered by the application ¢lerk after approval by both
the draftsman and the examiner,

The examiner should not overlook such factors as new
matter, the necessity for the additional sheets and consistency
with other sheets. Clerks will routinely “enter” all additional
and substitute sheets on the file weapper, Additional wd substi-
tute sheets of drawings are also indicated on the Tace A the file
wrapper imder the hesding “Parts of application separately
fled™, I the examiner decides that the sheets shonkd not be
cntered, apphicant is so indormed, giving the reasons, The entries
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it by the clerk will be oaeked “(NLE)".
Form Paragraph 6,37 should be used 1o acknowledge cor-
gected or substituted deawings,

¢ 6.37 Acknowledgment of Corsected or Substituied Drawings
The corrected or substiite drawings have been received on 1],
These drawings wre 2],

Ixuminer Note:
L In bracket 2, insert either - aceeptable —- or - not aceeptable,
2. 10 not aceeptable, an explanation must be provided.
3. oot aceeptable hecause of informalities noted on the PTO-948,
use form paragraph 6.43,

1 an additional sheet of drawing is considered unnecessary
and the original drawing requires alterations which are taken
are of in the proftered additional sheet, the latier may be used
in licu of the usual sketch reguired in making the correction of
the original drawing.

11 an old, large size 10 inch by 15 inch drawing is (o be
wransferred to an application filed after Janwary 1, 1972, the
drawing together with the file wrapper, should he forwarded o
the Draftsman. He will cut down the size of the drawing and
forward the case for preparation of prints. Only the Draftsman
may cut the oversize drawings 1o size.

For retuen of drawing, sec >MPEP< § 608.02(y).
608.02(i)) ‘Transfer of Drawings From Prior
Applications [R-8]

37 CER 1.88. Use of old drawings.

Il the drawings of 2 new application are 1o be identicnl with the
drawings of u previous application of the applicant on file in the Office,
or with part of such drawings, the old drawings or uny sheets thereof
may be used il the prior application is, or is about to be, abundoned, or
if' the sheets to be used are canceled in the prior application. The new
application nyust be accampunied by a letier requesting the transfer of
the drawings, which should be completely identified.

Transfer of all drawings from a tirst pending application to
another will be made only **»if the prioe application is aban-
doned or is about 10 be abandoned. 1F the prior application has
not alvendy been abuandoned and it a request to anster all the
drawings is not accompanicd by a written declaration of aban-
donment of the pending application under 37 CFR 1,138, the
request Lo transter all the drawings will be treated as a request o
abandon the pending application, A< written declaration of
abandonment =may be worded by applicant so as 10 become
elfective only after the transter of the drawings has taken place
in order o insure copendeney<,

NEWLY SUBMITTED APPLICATION

#* When a new application is filed wiih a request o transfer
drawings under *>37 CIFR < 1R, the application papers should
include drawing prints to enable the Application >Branche* 1o
process the case before transfer of the formal drawings is
effected
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>The tanster of drawings 10 newly submitied applications
that have not been forwarded 10 the examining group will be
ellected by the Application Branch if no drawing prints are filed
and the application is otherwise entitled to reccive a filing date.
The transter of the drawings between applications under 37
CIR 188 is processed in the examining groups if informal
prints are filed with the application papers.<

The above practice applics to transfer of drawings from any
application except where the issuc fee has been paid in which
case an cxpress abandonment (>37 CFR<* 1.138) must be filed
together with a **>petition to withdraw from issue under 37
ClR<* 1,313, >Sce MPEP § 1308.<

REQUEST FOR CHANGES TO THE DRAWINGS
MADE IN PARENT APPLICATION

Transferred drawings will include all changes that have
been physically made to the drawings at the time of transfer.
Requests for changes that have not been previousty made must
be again requested. Accordingly, applicants shouid include a
new detailed request to make necessary corrections when trans-
ferring drawings along with the transfer request.

When an application is sent to issue, any canceled sheet of

drawing then in the casc is placed on the bottom of the papers on
the right hand flap of the file wrapper. Such canceled sheet is
available for applicant’s use in another application directed to
its subject mater. It follows that, except as provided in >37
CFR<* 1.174, drawings printed in a patent may not be trans-
ferred to a subscquent case. -

608.02(j) Transfer of Canceled Sheets of

Drawings to Divisional Application
[R-8]

Inthe case of adivisional application >filed under 35 U.S.C,
111 and 37 CFR 1.53<, il the drawing and descriptive matter
pertaining thereto have been canceled from the parent case, the
canceled sheet or sheets of drawing may be withdrawn and used
as the original drawing of the divisional case. The sheets
involved should be taken to the Drafting *>Branch< (or erasure
of the “CANCEL per” stamp.

608.02(k) Transfer of Drawings to Reissue
[R-8]

Inarcissue application, the prints of the original or patented
drawing may be used for examination purposcs, and the formal
transfer of the original drawing to the reissuc application made
when the reissue application is ready for issue, provided no
change whatever, even so much as the priming of a reicrence
character, or correction of an obvious crror, is made in the
drawing,. I there is to be any change whatsocver in the drawing,
anew drawing for the reissuce must be filed.

If there is more thanone sheetof original drawing, arequired
change on any sheet will preclude the use of the original
drawings which must be kept in the condition existing at the
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time of issuc of the original patent. Sce >MPEP< § 1413,
Transfer of the drawing is mxde as sct forth in >MPEP< §
608.02¢1), notation thercof being entered on the file wrapper of
the original application.
The letter of wransmittal in a reissue applicstion should
request transfer of the drawings, if such transfer . . desired.

608.02(m) Drawing Prints [R-8)

Preparation and distribution of drawing prints is discussed
in >MPEP< § 508.

Prints arc made of the drawings of an acceptable application.
These prints are marked “Prints of drawing as originally filed”
and are entered in the application, given a paper number and
kept on top of the papers on the right side of the file wrapper, sce
>MPEP< § 717.01(b).

Allprints and inked sketches subsequently filed to be part of
the record arc endorsed with the date of their receipt in the Offlice
and given their appropriate paper number.

Theprintbeing thus anofficial paper in the record should not
be marked or in any way altered. The original drawing, of
course, should not be marked up by the examiner, Where, as in
an clectrical wiring case, it is desirable, to identify the various
circuits by different colors, orin any more or less complex case,
itis advaniageous o apply legends, arrows or other indicia, and
additional print for such usc should be made or ordered by the
cxaminer and placed unofficially in the file.

Prints remain in the file at all times except as provided in
>MPEP< § 608.02(¢).

INTERFERENCE PRINTS

A print on heavy weight, colored paper is prepared of cach
drawing in all applications having a [iling date. This interfer-
cnce printon colored paper is in addition to the drawing print on
whilc paper. '

Primary examiners should place the classification and the
name of the examiner on the interference print.

The interference prints are located above the white paper
prints on the right hand portion of the file wrapper, when
initially received in the examining group.

After the application has been classificd and assigned to an
cxamincr, the interference prints should be removed and placed
in the drawing cabincts.

If an application has several sheets of drawings, the interfer-
ence prints should be stapled wogether at their bottom cdges
before being filed. 1f the number of sheets of prints is too large
10 be stapled, afastener should be placed through the holes at the
top.

The time when the interference prints arc removed from the
drawing cabincts is determined by the group dircctor,

The formal drawings remain in the file wrapper.

608.02(n) Duplicate Prints in Patentability
Report Cases

In patentability report cases having drawings, the cxaminer
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10 whom the case is assigned should normally obtain a duplicate
setof the interference prints of the drawing for filing in the group
to which the case is referred,

When a case that has had patentability report prosecution is
passed for issue or becomes abandoned, notification of this juct
is given by the group having jurisdiction of the case to cach
group that submitted a patentability report. The examiner of
cach such reporting group notes the date of allowance or
abandonment on his or her duplicate set of prints. At such time
as these prints become of no value to the reporting group, they
may be destroyed.

608.02(0) Dates Entered on Drawing [R-8]

The Incoming Mail Section (mail room) stampand the “Cor-
rected” stampapplicd by the Drafting >Branch<* arc impressed
on the back of the drawings. If the drawings are filed in the
Examining Group, the group receipt date stamp shounld be
applicd to the back of the drawing near the top.

Approval of the Drafting >Branch<* is indicated by a legend
associatcd with the “O.G. Fig. Cl.... Sub....” stampon the {ront
of cach sheet.

608.02(p) Correction of Drawings [R-8]

37 CFRI.123 Amendments to the drawing.

No change in the drawing may be made except by permission of the
Office. Permissible changes in the construction shown in any drawing
may be made only by bonded drafismen, at applicant’s expense, or by
the submission of substitute drawings by applicant. A sketch in
permanent ink showing proposed changes, to hbecome part of the
record, must be filed for approval by the examiner *¥>and should be
a separale paper<.

NOTE. — Correction is deferrable, sce >MPEP< §
608.02(b), correction at allowance and issue, sce >MPEP< §
608.02(w) and >MPEP §< 1302.05.

A canceled figure may be reinstated. An amendment should
be made to the specification adding the bricl description if a
canccled figure is reinstated.

608.02(q) Conditions Precedent to
Amendment of Drawing [R-8]

No alterations will be permiticd unless required by an
cxaminer's letter in cach case, or proposed in writing by appli-
cant or his or her attorney or agent, In cither case the alterations
ar corrections as indicated in the sketches filed with the request
of the applicant or his or her attorney or agent must be given
writicn approval by the examiner before the drawing is cor-
rected.

Correction of Informalities (Draftsman's objections on
PTO-948)

>Form paragraph 6.40 (reproduced in MPEP § 608.02) and
form PTG-1474 |, “Information on how to cffect drawing
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changes” and the back page of PTOL-37 the “Nuotice of
allowability” provide detsiled information on how w effect
drawing changes.<

In order to comect any informalitics in the drawings,
applicants MUST comply with options (a) or (b) below. Failure
to do so will result in ABANDONMENT of the application,

(a) File new drawings with thechanges incorporated thercin.
Applicant may delay filing of the new drawings until the
application is allowed by the examiner. If delayed, the new
drawings MUST be filed within the ** period set for >re-
sponse<** in the >"NOTICE OF ALLOWABILITY"” (PTOL.-
37)<. ** The drawings should be filed as a separate paper with
a transmittal leticr addressed to the Official Drafisman and
which indicates the following in the upper right hand corner:

Date of the Notice of >Allowability<*
Issue Baich Number
Serial Number

(b) Request a commercial bonded drafting firm to make the
necessary corrections.

A BONDED DRAFTSMAN MUST BE AUTHORIZED,
THE CORRECTIONS EXECUTED AND THE COR-
RECTED DRAWINGS RETURNED TO THE OFFICE
DURING THE THREE MONTH ** PERIOD SET IN THE
“NOTICE OF >ALLOWABILITY" (PTOL-37<))
EXTENSIONS OF THE THREE MONTH PERIOD >MAY
BE OBTAINED UNDER THE PROVISIONS OF 37 CFR
1.136(a)<**,

Corrections Other Than Informalities Noted by the Drafls-
mar on the PT0O-948

All changes to the drawings, other than informalities noted
by the Drafisman, MUST be made in the s:me manner as above
except that, if delaycd option (a) is sclected, normally, a sketch
of the changes to be incorporated into the new drawings MUST
be approved by the examiner before the application will be
allowed. If option (b) is selected, normally, applicants must
submit, in duplicate, a scparate pape: containing a sketch of the
proposed changes before the application will be allowed. No
changes will be permitted to be made, other than correction of
informalitics, unless the examiner has approved the proposcd
changes.

608.02(r) Separate Letter to Draftsman [R.§}

Any proposal by the applicant for amendment of the draw-
ing to cure defects must be embodicd in a separate letier. Oth-
crwisc the case, unless in other respects ready for issue, cannot
be corrected, and applicant must be so advised in the next action
by the examiner,

NOTE. — Changes which may require skeiches, >MPEP<
§ 608.02(v).
+08.02(t) Cancelation of Figures

Cancelation of one or more {igures which do not occupy
cntire sheets of the drawings is done by the cletk in the
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examining group who encloses a figure and its legend with a red
ink line, No portion of the figure itself should be crossed by the
red fine, The words "CANCEL per” and the date of the amend-
ment directing the cancelation or the date that subistitute sheets
are filed should be written in red ink within the red line.
Cancelation of an entire sheet of drawings is done by stamping
the words "CANCEL per” in the top right corner of the drawing.
Cuanceled deawing sheets shonld be placed at the bottam of the
papers on the right fold of the file wrapper,

When the cancelation of some of ithe figures from one sheet
of drawings has left the remaining figares with an inartistic ar-
rangement, the deatisnien should be consulted as to whether the
remaining figures shonld be transferved (o other sheets already
inibe case or shown in additional drawings, Cancelation of a
figure may necessitate renmibering of the remaining figures,

608.02(u) Changing Name of Attorney

on Drawing Forbidden

Writing upon the drawings the names of attorngys subse-
quently appointed, so as to nuke itappear that their names were
present when the drawings were originally filed, is prohibited,

This prohibition applics also where a drawing filed when
names were permitted is wransterred from one case (o another
having o different anorney.

608.02(v) Drawing Changes Which
Require Sketehes

When changes are 10 be made in the drawing, itsell, other
than mere changes in reference charaeters, designations of
ligures, or inking over lines pale and rough, o print or pen-and-
ink sketch showing such changes in red ink most be filed,
Ordinarily, broken lines may be changed 10 full without o
sketeh,

Sketehes filed by an applicant and used for correction of the
drawing will not be returmed. All such sketehes niust be inink
OF permanent Prints.

608.02(w) Drawing Chunges Which May Be
Made Without Applicant's Sketch

Where an application is ready for issue except for a slight
defect in the drawing not involving change in structure, the
examiner will prepare a leiter indicating the change © be made
and note in penciton the deawing the addition or alteration to be
made,

The correction must be made by a bonded draftsman at
applicant’s expense.

As a puide to the examiner the following corrections are
illustrative of those thatimay be made by penciling in the clinge
on the drawing, without o sketch:

E Adding two or thiee reference characiers oF exponent.,

2. Changing one or two numerals or figure ordinals.Gearrett
v. Cox, 11O USPQ 52, S4 (CCPA 1956)

3. Removing supertluious matter,
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4, Adding or reversing duectionsd areows,

5. Changieg Roman Numerals to Arabic Numesals (o agree
with specification,

6. Adding section fines or brackets, where easily exccuted.

7. Changing lead lines.

8, Comrecting misspelied Jegends,

608.02(x) Disposition of OQrders for

Amendment of Drawing [R-8]

Where the correction of the drawing is approved by the ex-
aminer the application and drawing are forwarded to the >Office
of Publications<** along with the Hotice of Allowance.

CORRECTION NOT APPROVED

Where the correction is not approved, for example, because
the proposed chianges are ereoncous, or invalve new maticr or
(nlthough otherwise proper) donotinclude all necessary correc-
tions, the case and request Tor correction of drawing are not
approved, The examiner's reasons for not approving the corree-
tions to the drawing should be set forth in the next Office action.
608.02(y) Return of Drawing [R-8]

I there is & formal drawing in the case, non-entered draw-
ings (except these originally filed) that have been finally denied
admission will be returned o the applicant only at applicant’s
request,

A request for return of non-entered drawings must be filed
within a reasonable time; otherwise the drawing may be dis-
posed of at the discretion of the Commissioner.

When a drawing is to be returned, the file, the examiner's
letter stating that the drawing is being retwrned, and the drawing
are taken o the Drafting »Branch<* where the letter will be
stamped and the deawing returned. The letter is mailed by the
examining group.

Before drawings are returned, prings are made and put in the
application file.

608.02(x) Allowable Applications Needing
Drawing Corvections or Formal
Drawings [R-8)

Allowable applications can be turined in for counting and
forwarding to the >Office of Publications<** without the draw-
ings hitving been corrected, When sending allowed applications
1o the >Oflice of Publications<** which require drawing cor-
rections, use yellow tag form PTO- 1364 o indicate the Oflicial
Gazette figure and the classification, The approved formal
drawings requiring correction should be placed as the top papers
in the center fold of the file wrapper. The drawing correction
instructions should be stapled to the inside left lap of the file
wrapper over the arca having the scarch information. Care
should be taken o make certain that the corrections have been
approved by the examiner, Such approval should be made by the
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examiner prior to couning the allowance of the application,

The yellow tg procedure nonnally should be used only
where deawing corrections aee involved, The yellow tag proce-
dure may be used where the draftsman has objected o the
drawing becaunse of an informality such as improper shading or
pale lines and has indicated that this can be corrected.

The yellow tag procedure should not normally be used in
other sitnations where the drawings have not been approved by
the draltsman unless the examiner is guite sure that the drafts-
man will approve the new drawings or in the situation where the
application was examined utilizing an informal drawing and the
request for formal drawings was not made until the Notice of
*> Allowability< was mailed. The yellow tag procedure should
not be used in design applications where the deawings have not
been approved by the draftsman becanse of shading problems
which can arise. If the substitute drawings are not approved by
the draftsman, the application should be promptly taken up for
action by the examiner.

To: DRAFTING BRANCIH via OFFICE OF PURLICATIONS
Return 1o OFFICE OF PUBLICATIONS
Room 2-6C30

Seriul no.

O.G. Fig.

Class Subcluss

PT0O-1364 U.S. DEPT, of COMM. Pav. & TM Oflfice

APPLICATIONS HAVING LOST DRAWINGS

A yellow tag is to be attached to the file wrapper and a
“Drawing Missing™ meme is to be stapled to the front of the file
wrapper. The Notice of *>Allowability< is verificd, and printed
using PALM 111 and the Notice is mailed o the applicant.

The application is then forwarded to Licensing and Review
or the Allowed Files >and - Assembly < Branch of the >Office
of Publications<**, as appropriate, using the PALM 11 transac-
tion code alter the application has been revised for issue.

UTILITY PATENT APPLICATIONS RECEIVING
FORMAL DRAWINGS AFTER THE NOTICE OF
*>ALLOWARILITY<

Where substitute drawings are received in utility patent ap-

plications examined with informal drawings and the Notice of

*> Allowability< was maded prior to the receipt of the substitute
drawings, the clerk should enter the substitute drawings into the
application and forward the application to the Allowed Files
>and Assembly< Branch of the >Office of Publications<** via
Licensing and Review, il appropriate, using the ycllow tag
procedure. Submission to the examiner is not necessary unless
an amendment accompanies the drawings which changes the
specification, such as where the description of figures s added
or canceled,
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BORROWING FILFS FROM DRAFTING >BRANCH<*

Allowed files requiring drawing corrections are sent to the
draftsman from the >Office of Publications<®*, Attimes exam-
incrs have >a< need o borrow these applications. When bor-
rowing applications, examining corps personnel must submit a
request to the >Office of Publications<®*,

*>37 CFR< 1.312 AMENDMENTS

In handling >37 CFR<* 1,312 amendments, the examining
corps should process drawings canceled in the normal manner.
Ifthere are corrections to the drawing ** >approval, il appropri-
ate, is indicated by the examiner on form PTOL-271 in conjunc-
tion with form paragraph 6.48, the paragraph sets the appropri-
ate period for effecting the approved drawing change.

§ 6.48 Drawing Changes in 312 Amendment

Applicunt is hereby given one month from the date of this letter or
until the expiration of the period setin the Notice of Allowance (PTOL-
85) or Notice of Allowability (PTOL-37), whichever is longer, within
which the corrections o the drawings must be exceuted by 2 bonded
commercial draftsman and the corrected drawings (or the substitute or
additional sheei(s) of drawing(s) returned 1o the Office.

Examiner Note:
Use with 312 amendment notice where there is a drawing corree-
tion proposed or requested.

Formal drawings may be required in an allowed application
by using form paragraph 6.25 in an Office action,

§ 6.25 Formal Drawings Required, Application Allowed
The application having been allowed, formal drawings are re-
quired in response to this Office action.<

608.03 Models, Exhibits, Specimens

IS USC L. Modely, specimens.

The Commissioner may require the applicant to fumish a mode! of
convenient size te exhibit advantageously the several parts of his
invention,

When the invention relates to a composition of matter, the
Commissioner may require the applicant 10 furnish specimens or
ingredients for the purpose of inspection or experiment.

37 CFR 191, Models not generally required as part of application or
patent,

Models were once required in all cases admitting a model, as a part
of the application, and these models became a part of the record of the
patent, Such models are no longer generally required (the description
of the invention in the specification, and the drawings, must be
sufficiently full and complete, and capable of being understood, 10
disclose the invention without the aid of & model), and will not he
admitted unless specifically called for.

37 CFR 1.92. Maodel or exhibit may be required.

A model, working model, or other physical exhibit, may be
required if deemed necessary for any purpose on examination of the
application.
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With the exception of cases involving perpetual motion, a
model is not ordinarily required by the Office todemonstrate the
operativeness of a device, Il operativeness of a device is ques-
tioned, the applicant must establish it to the satisfaction of the
examiner, but he >or she< may choose his >or her< own way of
so doing.

A physical exhibit, not to be partof the case, is generatly not
refused except when bulky or dangerous.

37 CFR 1 .93. Specimens.

When the invention relates to a compasition of matter, the appli-
cant may be required to furnish specimens of the composition, or of its
ingredients or inlermediates, for the purpose of inspection or experi-
menlt,

608.03(a) Handling of Models, Exhibits and

Specimens [R-8]

All modcls and cxhibits reccived in the Patent and Trade-
mark Office should be taken to the cxamining group assigned
the related application for examination. The reccipt of all
models and exhibits must be properly recorded on the “Con-
tents” portion of the application file wrappcer.

A label indicating the application serial number, filing date,
and avtorney's name and address should be atached to the model
orexhibit so that is is clearly identificd and casily returned afier
prosccution of the application is closed, if return is requested.

if'the model orexhibit is 100 large tobe keptinthe examining
group during prosccution of the application, it should not be
accepted.

37 CFR 1.94. Return of models, exhibits or specimens.

Maodels, exhibits, or specimens in applications which have become
abandoned, and also in other applications on conclusion of the prose-
cution, may be retnrned to the applicant upon demand and at his
expense, unless it be deemed necessary that they be preserved in the
Office. Such physicalexhibits in contested cases may be returned to the
parties at their expense, H not claimed within a reasonable time, they
may be disposed of at the diseretion of the Commissioner.

When a model is 10 be returned a letier should be written o
applicant by the examining group stating that itis heing returned
under separate cover and the model shonld be forwarded with a
copy of the letter and an address label 1o the Quigoing >-
Incoming< Mail Branch lor wrapping and return,

NOTE. — Disposition of exhibits which are part of the
record, >MPEP< § 715.07(d).

Models, exhibits and specimens may be presented to the
Office for purposes of interview and taken away by the attorney
at the end of the interview, Sce >MPEP< § 713.08.

NOTE. — Plant specimens, >MPEP< § 1607, 37 CFR
1,166,

37 CFR 195 Copies of exhibits.

Copies of models or other physical exhibits will not ordinarily be
furnished by the Office, and any riodel or exhibit in an application or
patent shall not be taken from the Office except in the custody of an
enplovee of the Office specially authorized by the Commissioner.
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608.04 New Matter [R-8]

37 CEFR 1.118. Amendment af disclosure.

() No mmendment shall introduce new matter into the disclosure
of an application afier filing date of the application (§ 1.5%n). Al
amendnents 1o the specification, including the claims, and L. draw-
ings Nled after the filing date of the application must conform w .t least
one of them as it was at the time of the filing of the application. Matter
not found in either, involving a depariure from or an addition to the
original disclosure, cannot be added to the application after its filing
date even though supported by an osth or declaration in sccordance
with § 1.63 or § 1.67 filed after the filing date of the application,

() I it is determined that an amendment filed after the filing date
of the application introduces new matler, claims containing new matier
will be rejected and deletion of the new matter in the specification and
drawings will be required evenif the smendment is recompanied by an
oath or declaration in accordance with § 1.63 or § 1.67.

In establishing a disclosure applicant may rely not only on
the specification and drawing as filed but also on the original
claims il their content justifics il. Note >MPLEP< § 608.01(i).

While amendments to the specification and claims involv-
ing new matter arc ordinarily entered, such matier is required to
be canceled from the descriptive portion of the specification,
and the claims affected are rejected >under 35 U.S.CL 112, first
paragraph<,

>When the new matter is introduced into the specification,
the amendment should be objected 1o under 35 U.S.C. 132 (35
U.S.C. 251 ii a reiisuc application) and a requirement made 1o
cancel the new matter - clearly identificd by the examiner, If the
new matter has been entered into the claims or atfects the scope
of the claims, the claims affected should be rejected under 35
U.S.C. 112, first paragraph, because the new matler is not
described in the application as originally filed.<

A “new matter” amendment of the drawing is ordinarily not
cntered. Neither is an additional or substitute sheet containing
“new matter” even though stamped APPROVED by the Drafts-
man and provisionally entered by the clerk, See >MPEP< §
608.02¢h).

The examiner's holding of new matter may be petitionable
or appealable, >MPEP< § 608.04(c).

NOTE, --- New matter in reissue application, >MPEP< §
1411.02. New matter in substitute specification, >MPEP< §
714,20,

608.04(a) Matter Not in Original Specification,

Claims or Drawings

Matter not in the original specification, claims or drawings
is usually new matter. Depending on circumstances such as the
adequacy of the original disclosure, the addition of inherent
characteristics such as chemical or physical propertics, a new
structural formula or anew use may be new matter. Sce £x parte
Vander Wal et al., 1956 C.D. 11; 705 O.G. § (physical
propertics), Lx parte Fox, 1960 C.D. 28; 761 O.G. 906 (necw
formula) and Ex parte Ayers et al., 108 USPQ444 (new use). For
rejection of claim involving new matter scec >MPEP< §
706.03(0).
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NOTE. — Completeness of disclosuré. >MPEPe §
608.01(p); Trademarks and trade names, >MPEP< § 608.01(v).

608.04(b) New Matter by Preliminary
Amendment {R-8§})

An amendmient is sometimes filed along with the filing of
the application, Such amendment does not eijoy the status as
part of the original disclosure >in an application filed under 37
CFR 1.53< unless itis referred to in the oath or declacation filed
therewith ** > Once an oath or declaration is submitted in an
application filed under 37 CFR 1.53 identifying the papers
which the inventor(s) has "reviewed and understands™ as re-
gquired by 37CFR 1.63, the original disclosurc of the application
is defined and cannot be altered merely by filing of a subsequent
oath or declaration referring to different papers. Accordingly, if
the application is filed withont an executed oath or declaration
pursuantto 37 CFR 1.53(b), the riginal oath or declaration sub-
mitted later than the filing date must refer to the preliminary
amendment filed along with the application in order for such
amendment o enjoy the status as partof the original disclosure.
Otherwise, its< test as 10 involving new matter is the same as
though filed on a subscquent date.**

»"An amendment which adds additional disclosure filed
with a request for a continuation-in-part application under 37
CFR 1.62 is awtomatically considered a part of the original
disclosure of the application by virtue of the rute. Therefore, the
oath or declaration filed in such an application must identify the
amendment adding additional disclosure as onc of the papers
which the inventor(s) has "reviewed and understands” in order
1o comply with 37 CFR 1,63, If the original oath or declaration
submitted in a continuation-in-part application filed under 37
CFR 1.62 docs not contain a reference to the amendment filed
with the request for an application under 37 CFR 1.62, the
examiner must require a supplemental oath or declaration
referring (0 the amendment.<
608.04(¢c) Review of Examiner’s Holding of
New Matter

Where the new matier is confined 1o amendments o the
specification, review of the examiner's reguirement for cancel-
lation is by way of petition, But wherc the alleged new matier is
introduced into or affects the cluims, thus necessitating their
rejection on this ground, the guestion becomes an appealable
one, and shonld not be considered on petition even thongh that
new matler has been introduced into the specification also, 37
CFR 1181 and 1191 afford the explanation of this seemingly
inconsistent practice as affecting new matter in the specifica-
tion,

608.05 Deposit of Computer Program
Listings [R-8]

37 CFR 196 Submission of computer program listings.
Descriptions of the operation and general content of computer
program listings should appear in the deseription portion of the speci-
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fication. A computer program listing For the purpose of these rules is
defined s a print-out that bises in appropiiate sequence the imstniciions,
routines, and other contents of a program for a computer, The program
listing iy be either n machine or machine-independent {objpect or
sougee) fTanguage which will canse g computer to perform a desied
procedure or task such as solve a problem, regulate the flow of wark in
& computer, or control or monitor eveats, Computer program listings
may be submitted in patent applications in the following forms:

(1) Material which will be printed in the patent. 1f Be computer
program listing is contained on 10 printout pages or less, it mnst be
submitted cither as drawings or as part of the specification,

(1) Drawings. The listing may be submitied in the manner and
complying witly the requirements for drawings as provided in § 1.84. At
least ene figure numeral is required on each sheet of drawing,

(2) Specification. (i) The listing may be submitted as part of the
specification in accordance with the provisions of § 1.52, at the end of
the description but before the claims.

(i) The listing may be submitted as part of the specification in
the form of computer printout sheets (commonly 14 by 11 inches in
size) for use as “camera ready copy™ when @ patent is subsequently
printed. Such computer printout sheets must be original copies from
the computer with dark solid black letiers not less than 0.21 e high,
on white, unshaded and unlined paper, the printing on cach sheet must
be limited to an arca 9 inches high by 13 inches wide, and the sheets
should be submitted in a protective cover. When printed in patents,
such computer printout sheets will appear at the end of the description
but before the claims and will usually be reduced about 1/2 in size with
two printout sheets being printed as one patent specification page. Any
amendments musi be mac'e by way of submission of a substitute sheet
if the copy is 10 be used for comern ready copy.

(b) As an appendix swhich will not be printed.  1f a computer
program listing printout is 11 or more pages long, applicants may
submit such listing i the form of microfiche, referred 0 in the
specification (see § L77(c)(2)). Such microfiche filed with a patent
application is 1o be referred 10 as a “microfiche appendix.” The
“microfiche appendix™ will not be part of the printed patent, Reference
in the application to the “microfiche appendix™ should be made at the
beginning of the specification at the Tocation indicated in § 1.77(¢)(2).
Any amendments thereto must be made by way of revised microfiche,
All computer program listings submiited on paper will be printed as
part of the patent,

(1) Availability of appendix. Such computer program listings on
microfiche will be available to the public for inspection, and paper or
microfiche copies thereol will e separately available for purchase,
after a patent based on such an application is granted or the application
is otherwise made publicly available,

(2) Submisyion requirements. Computer-generated information
submitiedt as an appendix to an application for patent shall be in the
form of microfiche in secordance with the standards set forthin the fol-
lowing American National (ANS)) or National Micrographics Asso-
clation (NMA) Stumdards (Note: As new editions of these standards are
published, the tatest shall apply):

ANST PH 1.28-1976-Specifications for Photographic Film for
Archival records, Silver-Gelatin Type, on Cellnlose Ester Base,

ANSE PH 1411976 Specifications for Photographic Film for
Avchival Records, Silver-Gelatin Type, on Polyester Rase,

NMA-MS1(1971) Quality Standards for Computer Output Micro-
fill,

ANST/NMA MS82 (1978) Format and Coding Standards for
Computer Quiput Microfitm.

NMA MSS (ANSI PH §.9-1973) Microfiche of Documents.

ANST PH 2.19 (1959)-Diffuse Transmission Density,
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exvept us madified or clarified below:

(i) Either Computer-OQutput-Microfilm (COM) output or copics
of photagraphed paper copy may be submitted. In the former case,
NMA standards MS1 and MS2 apply; in the latter case, standard MS$
applies,

(ii) Film submiited shall be first generation (camera film) nega-
tive appearing microfiche (with enialsion on the back side of the film
when viewed with the images right reading).

(i1i) Reduction ratio of microfiche submitted shoukd be 24:1 or a
similar ratio where variation from said ratio is required in order to fit
the documents into the image area of the microfiche format used.

(iv) Film submitted shiall have a thickness of at least 003 inches
0. 13 mm)and not more than 009 inches (0.23 mm) for either cellulose
acelate base or polyester base type.

(v) Bothmicrofiche formats A1 (98 frames, 14 columms x 7 rows)
und A3 (63 frames, 9 columns x 7 rows) which are deseribed in NMA
standard MS2 (A1 is also described in M8S5) are aceeptable for use in
preparaiion of microfiche submitted.

(vi) At least the left-most 1/3 (50 mm x 12 mm) of the header or
title area of each microfiche submitted shall be clegr or positive
appearing so that the Patent and Trademark Office can apply serial
number and fiting date thereto in an eye-readabte form. The middle
portion of the header shati be used by applicant to apply an eye-readable
application identification such as the title and/or the first inventor's
naime., The attorney's docket number may be included. The final right-
hand portion of the microfiche shalt contain sequence information for
the microfiche, such as 1 of' 4, 2 of 4, cte.

(vii) Additional requirements which apply specifically to micro-
fiche of filmed paper copy:

(A) The first frame of cach microfiche submitted shall contain
a standdard test target which contains five NBS Micro-copy Resolution
Test Charts (No. 1010A), one in the center and one in cach comer, See
illustration on page 20f NMA Recommended Practice MS 104, Inspec-
tion and Quality Control of First Generaiion Silver Halide Microfilim,
See also paragraph 7 of NMA-MSS,

(B) The second frame of each microfiche submiued must
contain a fully descriptive title and the invenior's name as filed.

(C) ‘The pages or lines appearing on the microfiche frames
should be consecutively numbered.

(1) Pagination of the microfiche frmmes shatt be from left o
right and from 1op 10 bottem,

(1) Atareduction of 24:1 resolution of the original microfilm
shall be anleast 1201ines per mun (5.0 target) so that reproduction copics
may be expected tocomply withprovisions of paragraph 7. 1.4 ol NMA
Standard MSS.

() Background density of negative appearing camera master
microfiche of filmed paper documents shall be within the range of 0.9
to 1.2 and line density shonld be no greater than 0,08, The density shall
be visnal diffuse density as measured using the method deseribed in
ANSI Standard PH 2,19,

(€3) An index, when included, should appear in the last franie
(lower right hand corner when data is right-reading) of each micro-
fiche. Sce NMA-MSS, paragraph 6.6.

(viii) Microfiche generated by Computer Quipnt Microfilm
(COM),

(A) Backgromul density of negative-appearing COM-gener-
ated camera master microliche shall be within the ranpe of 1.5 10 2,0
andd line density shonkl be no greater than 0.2, The density shall be
visual diffuse density as described in ANSTPH2.19,

(1) The first frome of each microfiche submitted shoukd contiin
a vesolution test frame in conformmee with NMA standard MS1.

(€Y The second frame of each microliche subnitted must
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contain 3 fully descriptive tite and the inventor®s name as filed,

(1) The psges or lines appeanng on the microfiche fran.os
should be consecutively numbered.

(E) N is preferved tha pagination of the microfiche frames be
from lTeft w right and top to bottom but the altemative, i.e., from opto
bottom and from left to vighi, is also acceptable.

(F) An index, when included, should appear on the Last frame
(lower right hand corner whendata is rightreading ) of each microfiche.

(G)  Amendment of microfiche must be made by way of
replacement microfiche.

#* Special procedures for presentation of computer program
listings in the formi of microfiche in >U.S. national< patent
applications >arc sct forth in 37 CFR 1.96<. Usc of microfiche
is desirable in vicw of the number of compuler program listings
being submitted as part of the disclosure in patent applications.
Suchlistings arc ofien several hundred pages in length. By fiting
and publishing such computer program listings on microfiche
rather than on paper, substantial cost savings can result o the
applicants, the public, and the Patent and Trademark Office.

BACKGROUND

A computer program listing, as uscd in these rules, means
the printout that lists, in proper sequence, the instructions,
routines, and other contents of a program for a computer. The
listing may be cither in machine or machine-independent (ob-
jeet or source) programming language which will cause a
compuier to perform a desired task, such as solving a problem,
regulating the flow of work in computer, or controlling or
monitoring cvents. The general description of the computer
program listing will appear in the specification while computer
program listing may appear cither directly or as a microfiche as
appendix o the specification and be incorporated into the
specification by reference,

DISCUSSION OF THE BACKGROUND AND MAJOR
ISSUES INVOLVED

The provisions of 37 CEFR .32 and 1.84 for submitting
specitications and drawings on peper hive been found suitable
for most patent applications, Howcever, when lengthy computer
program listings must be disclosed in a patent application in
order to provide a complete disclosure, use of paper copics can
become burdensome,

The costof printing long computer programs in patent docu-
ments is also very expensive 10 the Patent and Trademark
Office.

In the past, all disclosures >forming< part of a paient appli-
cation were presented on paper with the exception of microor-
ganisms. Under >37 CFR<* 1,96, several different methods for
submitting computer program listings, including the use of
microfiche are sct torth.

Relatively short computer program listings (10 pages or
less) must be subnvitted on paper and will he printed as part of
the patent. Il the computer program listing is 11 or more pages
in length, it may be submitted on cither paper or micrafiche,
although microfiche is preferred.
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Copies of publicly available computer program hstings
are<t availuble from the Patent and ‘Tradenyrk Oftice ** on
paper and on microfiche at the cost set forth in 37 CFR
L 19G)(S) and (6).<**

OTHER INFORMATION

The micrographic standirds referred to in >37 CEFR<*
1.96(1)(2) may be obtained from cither the National Microgra-
phie Association, 8719 Colesville Road, Silver Spring, Mary-
land. 20910 or the American National Standards Institute, 1430
Broadway, New York, New York 10018,

Theeffectof >37 CFR<* 1,96 is that il a computer program
listing (printowty is 11 or more pages long, the applicant may
submit such listing in the form of microfiche, Relatively short
computer program listings (10 pages or less) must be submitted
on paper and will be printed-as part of the patent, as in the past,
Wicen the computer program listing is 11 or more pages in
length, it may be submitted on cither paper or microfiche,
although microliche is preferred. A microfiche filed with a
patent application will be referred 1o as a “Microfliche Appen-
dix,” and will be identified as such on the front page of the
patent, but will not be part ol the printed patent. *Microfiche
Appendix,” denotes the total microfiche, whether only ong, or
two or more. One microfiche is equivalent to a maximum ol
cither 63 (9x7) or 98 (14x7) frames (pages), or less,

The face of the file jacket will bear a label to denote that a
Microfiche Appendix isincluded in the application, A statement
must be included in the specification to the effect that a micro-
fiche appendix is included in the application. The specification
cntry mast appear at the beginning of the specification immedi-
ately following any cross reference to related applications, 37
CEFR 1.77(c){(2). The patent front page and the Otficial Gazete
entry will both contain information as to the nmmber of micro-
fiche and frames of computer program fistings appearing in the
microfiche appendix.,

When an application containing microfiche s received in
the ** Correspondence >and Mail Division< o special pocket
will be affixed to the center section of the inside of the lile
wrapper underneath all papers, and the microliche inserted
therein, The application [ile will thea proceed on its normal
coutse, and when it ccaches the Application >Branche, a fabel
which sticks up above the file wrapper will be placed at the
center seetion of the face of the wrapper, When the application
file reaches the **>Micrographics< Division, the Microliche
Appendix label will be placed on the face of the lile wrapper.,
When the Allowed Files >and Assembly Branch<* of ** >(he
Olfice of Publications< receives the application file, the person
placing the patent number on the face of the file, upon seeing the
Microliche Appendix laubel, will give the file 1o the Supervisor
who will call **>Micrographics< Division and give the serial
number and patent number, and request copies of the micvo-
fiche. **>Micropraphics< Division pessonnel will then put the
paient number on the microfiche(s), making cevtain cachmicro-
fiche is the most recent, and nambering cach correctly, e, Tof
1, 1ol 2,¢te. Upon completion, two copies will e produced and
provided to Allowed >and Asseimbly Branchs Files - one for
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the grant heid and one for the file wrapper,

At the time of asscmbly, the Microtiche Appendix will be
placed inside the grant head behind the patent grant for eyelet-
ting, ribboning, and mailing to the patentee/attormey . During the
signing of the grant heads by the Attesting Officer, the patent
will be checked to assure proper assembly prior to mailing,

609

37 CFR 1.97 Filing of information disclosure statement.

(1) As ameans of complying with the duly of disclosure set forth
in § 1.56, applicants are enconraged 10 file an information disclosure
statement at the time of tiling the application or within the kuter of three
manths afier the filing date of 1he applicuion or two months alier
applicant reccives the filing receipt. If filed separately, the disclosure
statement shauld, in addition to the identification of the application,
include the Group Art Unit to which the application is assigned as
indicated on the filing receipt. The disclosure statement may cither be
separate from the specification or may be incorporated therein,

(b} A disclosure statement filed in accordance with paragraph (a)
ol this section shall not be construed as o representation that & scarch
has been made or that no other material information as defined in §
1.56¢u) exists,

Information Disclosure Statement

37 CFR 1.98 Content of information disclosure statement.

(n) Any disclosure stmement filed under § 1.97 or § 1.99 shalt
include: (1) Alisting of patents, publications or other information; and
(2) A concise explanation of the relevance of cach listed item. The
disclosure statement shall be accompanicd by a copy of cach listed
patent or publication or other item of information in written form or of
at least the portions thereol considered by the person filing the disclo-
sure statement to be pertinent. Al United States patents listed should
be identificd by their patent numbers, patent dates and names of the
patentees. Ench foreign published application or patent should be cited
by identifying the country or office which issued it, the document
number amd publication date indicated on the document. Each printed
publication should be identified by author (i any), title of the publica-
tion, pages, date and place of publication,

(b) When two or more patents or publications conusidered material
are substantially identical, a copy of & representative one may be
included in the statement and others merely listed. A translation of the
pertinent portions of foreign lainguage patents or publications consid-
cred materiat should be transmitted if an existing translation is readily
avaitable o the applicant,

37 CFR 1.99 Updating of information disclosure statement.

If prior to issuance of a patent an applicant, prsuant to his or her
duty of disclosure under § 1.56, wishes 1o bring to the attention of the
Office additional patents, publications or other information not previ-
ously submitted, 1he additional information should be submitted to the
Office with reasonable promptness. ltmay be included in a snpplemen-
tat information disclosure statetment or may be incorporated into other
communications o be considered by the examiner. Any transiittal of
additionat information shall be accompanied by explanations of rele-
vanee and by copies in accordance with the vequirements of § 1.98,

*>37 CFR< 1.97 through 1.99 provide an ideal mechanisin
for complying with the duty of disclosure under 37 CFR 1.56.
The statements should be submitted in accordance with the fol-
lowing guidelines:

(1 Information disclosure statements should be submitied
at the time of filing the application or within the later of three
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months atter the filing date of the application or two months
nl‘tc.rupplu antreceives the filing receipt so that it is avaitable to
the eaaminer when the First Office action is prepared, I filed
separately, the information disclosure stateinent should include
the Group Art Unit to which the application is assigned as
indicated on the filing receipt. Information disclosure state-
ments may he separate from the specification or incorporated
therein, The statement shall serve as a representation that the
person prepacing ithas included thercin what he or she believes
1o be the closest prior artor other information of which he or she
is aware and shall not be construed as a representation that no
better artexists or thata scarch has heen made. 1 the first action

inthe application is received prior to three months after filing of

the application and no information disclosure statement has
been submitted, the information disclosure siatement may be
submitted with the response to the first action and be considered
timely.

(2) The statement shall include a listing of the patents, pub-
lications or other information which the preparer of the state-
ment wishes 1o cite and a concise explanation of the relevanee
ol each listed item. Copices of the pertinent portions of all listed
documents shall be supplied along with the statement, both
when incorporated into the specification and when liled sepa-
rately. H two or more patents or publications considered mate-
rial are substantially identical, a copy ol a representative one
shall be included with the statement and others may merely be
listed with an indication *>as 10< which are considered 10 be
substantially identical,

Where the applicant has submitted copics of information in
accordance with these guidelines ina prior application or the
Office has cited the information in applicant’s prior application,
reference 1o the submission in the prior application will he
sufficient for the continuing application as far as the copics are
concerned. As far as the .\{llcmcnl per se is concerncd, the
relevance of the information®o the claimed subject matter must
be indicated il it differs from its relevance as explained in the
prior application,

(3) A translation of the pertinent portions of Toreign lan-
guage patents or publications considered material should be
transmitted il an existing transtation is readily available to the
applicant. It will be sufTicient, however, (o transmit an equiva-
fent English language patent or publication so long as it is
identified as an equivalent,

) I prior to the issnance of a patent an applicant, pursuant
to his >or her< duty of disclosure under 37 CFFR 1.56, wishesto
bring 1o the atiention of the Office additional patents, publica-
tions or other information not previously submitted, the addi-
tonal information should be submitted 0 the Office with
reasonable promptness. Itmay be included in a supplemental
information disclosure statement or may be incorporated into
other comnmications to he considered by the examiner, Any
transmittal of additional information shall be accompanied by
explanations of relevance and by copies in accordance with the
requirements aforementioned. The transitial should inchide o
statement explaining why the information was not catier snp-
mitted. AL information disclosnre statements submitted in
accordance with these paidelines will be considered by the
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eximiner,

Where relited or corresponding patent applications have
been fited in other countries, information may be cited by the
patent offices of those other countries in connection with the ox-
amination of the applications filed there. Where information is
cited by those other patent offices while the ULS. application is
pending, citations which are material to examination in this
comtry and known to any of the individuals covered by >37
CFR<* .56 must be called 1o the attention of this Office,

w3 Applicants are advised that< no assurance can be given
that cited patents or other information not submitied in accor-
dance with these guidetines will be considered by the examiner.,

Aler the claims have been indicated as allowable by the
examiner, ¢.g., by the mailing of an Ex partc Quayle action, a
Notice of Allowability (PTOL.-327), an Examiner’s Amend-
ment (PTOL.-37), or a Notice of Allowance (PTOL-85), any
citations submitted will be placed in the file,

Since prosecution has ended, however, such submissions
will not ordinarily be considered by the examiner unless the
citation is accompanied by:

(@) A proposed amendment cancelling or further
restricting at least one independent claim and narrowing
the scope of protection songht;

(M) A timely affidavitunder 37 CFR 1,131 with respect to
the material cited; or

(¢) A statement by the applicant or his attorney or agent
that, in the judgment of the person mnkm;, the statement,
the information cited

(1) raises a serious guestion as to the patentability of
the claimed subject matter, or

(2) is closer than that of record, or

(3) is material to the examination of the application as
defined in 37 CFR 1.56(a) and is filed with an explanation as
to why the information disclosure statement was not earlier
preseated c.g., information recently cited in a corresponding
forcign patent application,

2After all clair : there
is no duty on thic part of the examiner o u)nsldc I any citation
which does not conform to the listed reguirements, <

11 the material is submitted for consideration afier the issuc
fee has been paid, it must, in addition to meeting the require-
ments of the previous paragraph, also be accompanied by a
petition under 37 CFR 15312(b)<* with appropriate fee >and
showing of good and sulficient reasons why the submission was
not carlier submitted<, Such a petition, if granted, would result
in review of the art by the cxaminer and possible entry of the
material,

>Situations, which arise pri Jaims bei i-
cated as allowable, require the exercise of discretion as to what
submissions, which are not submitted in accordance with 37
CER 1,97 - 1.99, will be considered. Any transmitial of addi-
tional information prior to issuance of a patent (information
transmitted after the later of three months alter the filing datc of
the application or two monihs aficr receipt of the filing receipt)
should inchide a statement explaining wihy the information was
not earticr submitied, Information submiticd tate in the prosecu-
tion which does not inchade such an explanatory sttement is not

y i

o) - 66




PARTS, FORM AND CONTENT OF APPLICATION

required to be considered by the examiner,<

Where the information disclosure susiement is submitted in

conformance with 37 CFR 1,98 and this section in cither the
specificationorin a separate paper, the examiner must list all the
citations on a form PTO-892 which is part of the next regular
Office action following receipt of the information disclosure
statement il itis not listed on a form PTO-1449. In addition, the
appropriate space in the feft-hand column >of form PTQ-892<
must be checked to indicate that a copy of the document is not
being furnished. Since the properly cited documents are listed
on form PTQG-892, there is no need to mark “All checked” or
“Checked” in the margin of the specification or in the separate
paper containing the citations. In situations where an applicant
submits an information disclosure statement which docs not
Sully comply with the guidelines of this section, ¢.g., the state-
ment contains a listing of documents but fails (o include an
explanation of the relevance of all of the listed items or does not
include copies of all listed information or some of the items are
deficient for other reasons, the examiner must consider and list
on the form PTO-892 each document which fully complics with
the guidelines and treat noncomplying items in accordance with
(1) and (2) of the following paragraph. If citations submitted in
conformance with 37 CFR 1.98 and this section are reviewed by
a supervisor for any purpose and the handling thereof by the
cxaminer is found deficient in the above respects, that supervi-
sor will require correction before ihe allowance of the applica-
tion. If the application is sampled in the Quality Review Pro-
gram after allowance and it is found that the cxaminer has not
listed all of the citations which fully scomply<* with the guide-
lines on the PTO-892, it will be returncd o the examiner, via the
group director, for immediate correction. Sce also >SMPEP< §§
707.05(b) and 717.05, item ¢2,

Where information disclosure stalcments >not listed on a
form PTO-1449< arc not submitied in conformance with the
guideline in this section, the cxaminer must, for all those
documents which have been considered but not listed on the
form PTQ-892, (1) mark “Checked™ and place his or her initials
beside cach citation or (2) where all the documents cited on a
given page have been considered, mark “All checked™ and place
his or her initials in the left-hand margin beside (he citations.

37 CFR 1.98(a) calls only for a concise explanation of the
relevance of cach listed item. This may be nothing more than
identification of the particular figure or paragraph of the patent
orpubiication which has somc relation to the claimed invention.
It might be a simple stalement pointing to similaritics between
the item of information and the claimed invention, Itis permis-
sible but not necessary to discuss differences between the cited
information and the claims. Itis thought that the explanation of
relevance will be uscful to the examiner and should not be
significantly burdensome for the applicant to prepare., A state-
ment 1o the effect that an itent is listed because it was ciled
during the prosecution of a counterpart forcign application and
is not considered material to the examination of 1he U.S.
application is to be considered as satisfying the concise expla-
nation requircment of 37 CIFR 1.98(a).

>37 CFR<* 1,98 requires a copy of cach patent or publica-
tion citedd, including ULS. patents, or of at least the portions
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609

thercotl considered 1o be pertinent (37 CFR<* 1.98()) io
accompany the information disclosure statement. Substantial
time and effort ofien is needed to locate a document in the
Office's files. Since the person subnuiting the information
disclosure statement generally has available a copy of the item
being cited, it is believed that expense and effort can be mini-
mized by having that person supply the copy in all cases.

>Submissions that are cxpressly made as material informa-
tion under 37 CFR 1.56 must be accompanicd by acopy of cach
forcign patent document, non-patent publication or other non-
patent item of information in written form or by a statement that
the copy is not in the possession of the person making the
disclosure. Pursuant 1o 37 CFR 1.56(j), applicant will be given
a period of time within which o file any omiticd copy or
statement, This procedure should be followed if the submission
is made before the claims are allowed or if the requircments sct
oul above are met after the claims are allowed.

If the cited foreign art cited in the specification isnot readily
available 1o the examiner, applicantmay be requested to provide
a copy by using form paragraph 6.50.

¥ 6.50 Ciation of foreign art

To insure proper consideration, applicant should provide the
examiner with a copy of the foreign art cited in the specification
becanuse it 1s not readily available 1 the examiner.<

INFORMATION CITED ON FORM PTO-1449

Applicants, patent owners, recxamination requesters, pro-
testers and others are encouraged to use form PTO-1449, “Infor-
mation Disclosure Citation,” when preparing a statement under
37 CFR 1.97-1.99. A copy of the form is reproduced in this
section to indicate how the form should be completed. This form
will enable persons o provide the Office with a uniform listing
of cilations,

While the filing of information disclosure statements is vol-
untary, the procedure is governed by the guidelines of this
Section and 37 CFR 1.97 through 1,99, To be considered a
proper information disclosnre statement, form PTO-1449 must
be accompanicd by an explanation of relevance of cach listed
ilem, a copy of each listed patent or publication or other item of
information and a transtation of the periinent portions of forcign
documents (if an existing translation is readily available 1o the
applicant) (37 CFR 1.98(a)), and should be submitted ina timely
manner, **

Examiners must consider all citations submitted in confor-
mance with 37 CFR 1,98 and this scction and place their initials
adjacent the citations in the boxes provided on the form, Exam-
incrs should also initial citations nrot in conformance with the
guidclines which may have been considered, A citation may be
considered by the examiner for any reason whether or not the
citation is in full conformance with the guidclines, A line should
be drawn through a citation if it is not in conformance with the
guidelines and has not been considered. A copy of the submitted
form, as reviewed by the examiner, should be retumed 10 the
applicant with the next communication, The original copy of the
form will be entered into the application file together with any
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PTO-892 form, on top of the center portion of the file. The copy
returned to applicant will serve both as an acknowledgment of
receipt of the information disclosure statement and as an indica-
tion of which references, if any, were considered by the exam-
incr,

Each citation on form PTO-1449 initialed by the examiner
will be printed on the issued patent in the same manner as
documents cited by the examiner on form PTO-892 >and
therefere the examiner should complete all the information on
form PTO-1449 if it has not been correctly completed as
submitted. If the information as to class and subclass is not
indicated by the applicant, the examiner should cither insert the
relevant classification information or place 2 line in the space
provided for classification information<,

Forms PTO-326 and FTOL-37 have been revised and now
include a box to indicate the attachment of Form PTO-1449.

>Where an information disclosure statement or citation of
prior art is reccived in a pending application and the cxaminer
finds that such disclosure statement or citation is not proper
under the guidelines and rules referred to above, the examiner
will place the paper containing the disclosure statcment or
citation in the rccord in the applicetion file, but aced not
consider the improperly cited information nor mark "checked”
beside the citation. The examiner will inform applicant that the
information has not been considered by using form paragraph
6.49. If the citation appcars as a part of another paper, ¢.g., an
amendment, which may be properl;y entered and considered,
the portion of the paper which is proper for consideration will be
considered.<

§6.49 Information Disclosure Statement Not Considered,

The information disclosure statement filed [ 1] fails to comply with
the provisions of MPEP 609 because [2). 1t has been pluced in the
application file, but the information referred to therein has not been
considered as to the merits and will not be cited on the patent as a result
of this information disclosure statentent or prior art citation, Applicant
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620.06

is advised that the filing of the above-noted paper may not satisfy the
duty of disclosure requirement of 37 CFR 1.56 insofar as any material
information is referenced in the above-noted paper.

Examiner Note:

1. See MPEP 609 for situations where use of this paragraph would
be appropriate.

2. For information disclosure statements filed after payment of the
issue fee that lack either the petition or fee required under 37 CFR
1.312(b), use form paragraph 13.09 instead of this paragraph.

>620.06 Correction of File Wrapper
Label [R-8]

Itissometimes necessary to return applications to the Appli-
cation Branch for correction of the file wrapper label. Instances
where such a return is necessary include:

1. Corrcction of Inventorship such as changes in the order
of the names or a change in the name of an inventor, granted by
petition, and additions or dclctions of inventors under 37 CFR
1.48.

2. Correction of the Filing Date.

3. Correction concerning prior U.S. applications which have
serial number crrors. Sce MPEP § 202.02

4, Correction of application type, for example, where an
application is filed under 37 CFR 1.60 but is not shown as such
on the file wrapper.

The application must be sent to the Application Branch for
correction of the file wrapper label and should be accompanicd
by an Application Branch Data Basc Routing Slip with an
cxplanation of the correction to be made.

All other corrections arc performed in the cxamining group.
For cxample, changes to the title, power of attorney, and corre-
spondence address.<
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