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2300.01 Introduction [R-9)

Title 1 of the Patent Law Amendments Act of 1984 (Public
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Law 98-622) combined the Patent and Trademark Board of
Appeals and Board of Patent Interferences into g new Board, the
Board of Patent Appeals and Interferences (Board), and amended
35 U.S.C. 135(¢) to provide that in an interference the jurisdic-
tion of the new Board would extend not only to priority of
invention, but alse 12 questions of patentability. These provi-
sions ook effec’ on February 8, 1985. On the next working day,
February 11, 1985, the former interference rules, 37 CFR 1,201
10 1,288, were replaced with a new sct of rules, 37 CFR 1,601
1o 1.688. With a fcw exceptions, the new rules apply to all
interferences declared on or after the date of their adoption;
interferences declared prior to that date will continue to be
governed by the old rules covered in Chapter 1100 >of this
Manual<,

The notice promulgating the new rules, which was pub-
lished in the Federal Register on December 12, 1984 (49 F.R,
48416) and in the Official Gazette on January 29, 1985 (1050
0.G. 385), included not only the text of the rules, but also g
discussion of the rules and analysis of the comments recgived,
which serveas the “legistative history” of the rules. A practitio-
ner who is or may become involved in an interference under the
new rules would be well advised to study this notice closely.

Atention is also directed to the correction notice published
in the Federal Register on May 31, 1985 (50 F.R. 23122) and in
the Official Gazette on October 22, 1985 (1059 O.G. 27).

It is belicved that the statutory changes, and the new rules,
will result in a more rapid determination of the rights of the
partics, and avoid the lengthy proceedings which have charac-
terized some interferences in tie past. Since the Board has been
given jurisdiction to decide patentability, it will no longer be
necessary to decide whether or not an issuc is “ancillary to
priority”; The Board can now decide all patentability issucs in
the interference, if properly raised by the partics, without the
necessity for dissolving the interference and pursuing patenta-
hility questions ex parte (in which case areversal of the ex parie
rejection would require reinstatement of the interference), Each
interference under the new rales is assigned to an examiner-in-
chief, who is expected to exercise such control over the interfer-
ence that it will not normally be pending before the Board more
than two years (37 CFR 1.610). 37 CFR 1.616 provides that ap-
propriate sanctions may be imposed by an examiner-in-chiel
against a party who fails to comply with the interference rules
or an order of the examiner-in-chief or Board. The ultimate
sanction, entry of adverse judgment against the party, may bhe
imposed by the Board in an extreme case.

The interference practice is based on 35 U.S.C. 135, as
amended by P.L. 98-622,

ISUSC 135 lterferences.

(n) Whenever an application is made for & patent which, in the
opinion of the Commissioner, would interfere with any pending
application, or with any wunexpired patent, an interference may be
declared and the Commissioner shall give notice of such declaration to
the spplicants, or applicant and patentee, as the case may be, The Board
of Pateni Appeals and Interferences shall determine questions of
priority of the inventions and may determine questions of natentability,
Any final decision, if adverse 1o the claim of an applicant, shall
constituie the final refusal by the Patent and Trademark Office of the
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claims involved, and the Commissioner may issue a patent o te
applicant who is adjudged the prior inveats . A final judgment adverse
to a palentee from which no appeal ar other review has seen or can be
taken or had shall constitute cancellation of the claims involved in the
patent, and notice of such cancellation shall be endorsed on copies of
the patent distributed after such cancellation by the Patent and Trade-
mark Office.

(b) A claim which is the same as, or for the same or substantially
the same subject matter as, a claim of an issued patent may not be made
in any application unless such a claim is made prior (o one year from
the date on which the patent was granted.

(c) Any agreement or understanding between parties to an interfer-
ence, including any collateral agreements referred to therein, inade in
connection with or in contemplation of the termination of the interfer-
ence, shall be in writing and a true copy thereof filed in the Patent and
Trademark Office before the icrmination of the interference as between
the said parties to the agreement orunderstanding. I any party filing the
same so requests, the copy shall be kept separate from the file of the
interference, and made availuble only 1o Governmeni agencies on
written request, or 10 any person on s showing of good cause, Failure
to file the copy of such agreement or understanding shall render
permanently unenforceable such agreement or understending and any
patent of such parties involved in the inlerforence or any patent
subsequently issued on any application of such parties so involved. The
Commissioner may, however, on a showing of good cause for failure
to file within the time prescribed, permit the filing of the agreement or
understanding during the six month period subsequent to the termina-
tion of the interference as between the parties to the agresment or
understanding.

The Commissioner shall give notice 1o the parties or their attomeys
of record, a reasoneble time prior to said termination, of the filing
requirement of this section. If the Commissioner gives such notice at
a later time, irrespective of the right o file such agreement or under-
standing within the six-month period on a showing of good cause, the
parties may (ile such agreement or understending within sixty days of
the receipt of such notice.

Any discretionary action of the Commissioner under this subsec-
tion shall be reviewable under section 10 of the Administrative Proce-
dure Act,

(d) Parties to a patent interference, within such time as may be
specified by the Commissioner by regulation, may delermine such
conltest or any aspect thercof by arbitration, Such erbitration shall be
govemed by the provisions of title 9 to the extent such title is not
inconsistent with this section. The parties shall give notics of any
arbitraticn award to the Commissioner, and such award shall, as
between the parties to the arbitration, be dispositive of the issues to
whichitrelates, The arbitration award shall be unenforceabls until such
notice is given. Nothing in this subsection shall preclude the Commis-
gioner from determining patentability of the invention involved in the
interference,

(Subgection (a) amended Nov, 8, 1984, Public Law 98-622, sec.
202, 98 Stat, 3386.)

(Subsgection (c) amended Oct. 15, 1962, Public Law 87-831, 76
Stat. 958; Jan, 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949,)

(Subsection (d) added Nov. 8, 1984, Public Law 98-622, sec. 105,
98 Siat, 3385.)

The Patent and Trademark Office (PTO) conducis interfer-
ence proceedings to determine who as between two or more ap-
plicants for patent or one or morc applicants and one or more
patentees is the fiest inventor of a patentable invention, Prior o
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February 11, 1985, the determination was made by a Board of
Patent Interferences. The Patent Law Amendments Actof 1984,
Public Law 98-622. §§ 201 - 202 combined the Board of
Appeals and the Board of Patent Interferences into a single
Board of Patent Appeals and Interferences (Board) and author-
ized the Board to consider priority and patentability in interfer-
CNCe CUSes.

In view of the discretion given the Board under 35 U.S.C.
135(a), as amended by Public Law 98-622 (“The Board . . . . may
determine questions of patentability . . . ."”, the rules set forth in
this chapter will apply to all interferences declared on or after
February 11, 1985, exceptin special circumstances, such as: (1)
interferences which are declared as a result of a motion in
another interference which was pending before the Board be-
fore February 11,1985, (c.g., aninterference declared as aresult
of a motion under 37 CFR 1,231 o declare an additional
interference); (2) an interference related o another interference
declared priorto February 11, 1985 (e.¢.,aninterference involv-
ing a method of using a compound where an interference
involving the same partics and the compound was declared prior
to February 11, 1985); and (3) an interference reinstituted after
having been dissolved under the old rules (37 CFR 1.201 -
1.288) (e.g., an interference reinstituted after having been
dissolved as aresult of a motion under 37 CFR 1,231 to dissolve
on the grounds of unpatentability where the applicant has
obtained allowance of the cluims held unpatentable in the
decision on motions). For these interferences the provisions of
>MPEP< Chapter 1100 remain in effect,

Through the rules and provisions of this chapter, the PTO
sccks to improve interference procedure so that the rights of
parties in inteeferences are determined at an early date and the
overaif process of examining patentapplications which become
involved in interferences is simplified.

The new rules for interferences are set forth herein in >37
CFR< 1,601 through 1.688. The new rules replace entirely the
previous interference rules (37 CFR 1.201 through 1.288). A
“six hundred” number serics is used for the new rules. The use
of a six hundred number serics for the new rules will permit

1.204(b}
1.204(c)
1.205(a)
1.205(b)
1.205(c) 4
ficw
1.206(s)
1.207(a)
new
1.20%(b)
1.208
1.211
1.212
new
1.228
new
1.215(a)
1.215(b)
1.215(c)
1.216(a)
1.216¢a)(1)-(6)
1.216(b)
1.216(c)
1.217(a)
1.217(b)
1.218
1.219
1.222
1.223
1.224
1.225
1.226
1.227
new
1.231
1.237
1.238
1.242
1.243
through 1.640
1.244

interested individuals to rescarch published decisions (e.g., :gg
F.2d, USPQ) or computerized legal rescarch services (e.g., 1'247
LEXIS) citing the new rules. 1.248
An index of the headings of >37 CFR< 1.601 - 1.688 anda  paw
table correlating 37 CFR 1,201 through 1.288 (former rules) to 1,251
>37 CFR< 1.601 through 1,688 (revised rules) appears below. 1,252
1.253
Rule Correlation Table 1.254
1.255
FormerRule, Revised Rule. 1.256
1.201(a) 1.601(i) 1.257(a)
1.201(b) 1.60131) 1.257(b)
1.201(c) 1.602 1.258
1.202 none 1.259
1.203(a) 1.603 new
1.203(l>) 1.605(s) 1.262
1.203(c) 1.605(b) 1.263
new 1.604(a) 1.264
1.203(d) 1.604(b) new
1.204(a) none 1265
2300-3

2300.01

1.608(a)

1.608(b)

1.606

1.607(a), (c)
1.607(d)

1.608(a)

1.607{b)

1.609

1610

1.611

1.613(b})

1.614

1.6i5

1.616

1.617

1.618

1.621(a)

1.621(b)

1.629(c)

1.622(a), (b)
1.623(a)

1.623(c), 1.624(c), 1.625(c)
1.666

1.624(e), 1.625(a)
1.623(a)

1.621(a)

1.627

1.628

1.629

1.630

1.640(d), (¢), end 1.651(c)(4)
1.612

1,631

1.632

1.633, 1.634
1.641

1.642

1.643

1.6385, 1.636, 1.637(b), 1.638

1.644
1.645(a)
1.645(b)
1.646
1.646
1.647
1.651
1.652
1.653
1.656
1.656{(c)
1.654
1.657
1.658(c)
1.6558
1.659
1.660
1.662(a)
1.622(c)
1.662(b)
1.662(e)
1.663
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1.266 1.664
1.267 1.665
1.268 1.666
1.271 1.671(h)
new 1.671(g)
1.272(a) 1.672(a), (b)
1.272(b) 1.672(d)
1.272(c) 1.672(e), ()
1.273(a) 1.673(a), (c), (d)
new 1.673(e)
1.273(b) 1.673(f)
1.274 1.674
1.275 1.675
1.276 1.676
1.277 1.677
1.278 1.678
1.279 1.679
1.281 1.645(a)
1.282 1.682
1.283 1.683
1.285 1.685
1.286 . climinated
1.287(a)(1)(1), (ii) 1.673(b)
1.287(a)(1)(1ii) 1.673(a)
1.287(a)(2).(3) climinated
1.287(b) 1.687(b)
1.287%(c) 1.687(c)
1.287(dX(1) 1.673(c)
1.287(d)(2) 1.616
1.287(¢) 1.687(d)
1.288 1.688

2300.02 Outline of Interference Procedure [R-9]

¥

The following statement appears in a “section-by-section’
analysis submitted for the Record by Representative Kasten-
meicr during discussion of H.R. 6286 (Pub. L. 98-622) on the
ftoor of the House (130 Cong. Rec. H10528, columns 2 and 3):

“It is expected that interferences will become simpler,
more expeditious, and less costly. Under the bill, all issues of
patentability and priority which arise in an interference can be
decided in a single proceeding rather than in a series of
complicated inter partes and ex parte proceedings.”

Under the revised rules, interferences are decided by the
Board. The Board has jurisdiction todetermine (1) priority of in-
vention, (2) patentability of any claim corresponding to a count
both asto applicants and patentees, (3) any issuc of interference-
in-fact as to any count, and (4) any other issuc¢ necessary (o
resoive the interference. The rules permit an interference to be
declared on the basis of a single count defining one patentable
invention in interferences involving patents as well as applica-
tions. The Board also has jurisdiction to determine whether
counts arc patentably distinct.

When an interference is declared, an examiner-in-chief is
assigned to handle the interlocutory stages of the interference,
An examiner having full signatory authority determines when
on¢ or more applications or one or more applications and a
patent claim the same patentable invention, When the examiner
makes such determination, the examiner will forward any
involved applications or patents to the Board, The examiner will
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designate, at the time the involved applications or patents are
senttothe Board, the claims of any application and patent which
correspond to each count. The examiner-in-chicf can subse-
quently designate additional claims to correspond to the count.
The examiner-in-chi<f assigned to handle the interference will
issue a notice to the partics declaring the interference.

The object of the interference will be to resoive all contro-
versics as toall interfering subject matter defined by one or more
counts. A final decision in the interference will determine who,
if anyone, is entitled to claims which correspond to acount. Any
decision adverse to an applicant hy the Board will constitute a
final refusal by the PTO to that applicant of the claims involved.
Anydecisionadverse to a patentec constitutes cancellation from
the patent of the claims involved.

Any dccision by the Board on any issue is binding on the
examiner and >will<* govern further proceedings in the PTO.

The designation of a single cxaminer-in-chief to handle the
interlocutory phases of an interference will permit better man-
agement of, and control over, interference proceedings. The
rules provide that times be sct and the examiner-in-chief exer-
cise control over procecdings in the interference such that
pendency of the interference before the Board from declaration
to final decision will not normally exceed 24 months. The
examiner-in-chief should be familiar with the history of the
interference and will be accessible to counsel for the partics. For
cxample, an cxaminer-in-chicf, when appropriate, may conduct
telephone conference calls to obiain agreement of the parties on
the sctting of schedules. The rules also permit the examiner-in-
chicftohold hearings in the PTO or by conference telephone call
in order to expedite or scttle interlocutory issues in interfer-
ences. Any hearing can be transcribed by a court reporter under
such conditions as an examiner-in-chicf or the Board deems
appropriate, The examiner-in-chief, where appropriate, will be
available by phonc to rule on the admissibility of evidence in the
cvent parties encounter unusual problems during the taking of
depositions. The examincr-in-chief will also be available to rule
on requests for production of documents which take place
during cross-cxamination. Oral orders given by phone will be
followed by written orders.

At the time an interference is declared, the examiner-in-
chief will set atime for filing preliminary motions. The prelimi-
nary motions can include:

(1) A motion for judgment on the ground that a claim corre-
sponding to the count is not patentable to an opponent under 35
U.S.C. 102, 103, 112, or any other provision of law.

(2) A motion for judgment on the ground that there is no
interference-in-fact between the claims of the opponents in the
interference,

(3) A motion to add or to substitute new counts, to amend a
claim corresponding to a couat, to designate an application or
patent claim to correspond (o a count, to designate an applica-
tion or patent claim as not corresponding Lo a count, or to require
anapplicant to present a claim to be designated to correspond o
a count.

(4) A motion to substitute another application for the appli-
cation involved in the interference or to add an application for
reissuc Lo the interference,
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(5) A motion to declare another inteeference,

(6) A motion 0 be accorded the benefit of an carlier
application or o attack the benefit of an carlier application
which has been accorded to an opponent,

Other motions are permitted as necessary, such asa motion
to amend the count and/or a claim corresponding to the countin
responsc to a preliminary motion for judgment.

Oppositions to motions arc permitted if filed within a time
sctby the examiner-in-chicet, Replies arc also authorized. Papers
which arc not authorized by the rules or requesied by the
examincr-in-chiel can be returned unfiled.

- Apreliminary statement will be filed priorto orconcurrently
with the preliminary motions outlined above,

Motions will be decided by an examiner-in-chief, who may
consult with an cxaminer on questions of patentability which
have not previousty been decided by the examiner. The exam-
iner-in-chicl may grant a motion, deny a motion, defer consid-
cration on the merits of a motion to final hearing, or take such
other action with respect to a motion as may be appropriate, ¢.82.,
dismiss an cntircly inappropriate motion,

At the time preliminary motions are decided, the prelimi-
nary statements will be opened. If a decision on a motion or an
inspection of the preliminary staten.cnt results in entry of an
order 10 show cause why a judgment should not be entered, the
party against whom judgment might be catered can request a
hearing belore the examiner-in-chief and two additional cxam-
iners-in-chicf. The decision will govern further proceedings. 1T
adverse, the decision will constitute a final agency action, If
favorable, the interference will proceed before the examiner-in-
chicf.

After preliminary motions ar¢ decided and assuming judg-
ment does not result, a period may be set for the partics to file
motions for additional discovery. The scope of the additional
discovery would be the same as under current practice.

When a time period is set for filing discovery motions, or
after discovery has closed, the examiner-in-chicf will sct a
period for taking testimony. Any party wishing to take testi-
mony of a witness can clect to have the testimony of the witness
taken by deposition or presented by affidavit. A transcript of an
ex parte deposition can be used as an affidavit, If an affidavit is
presented, the opposing party may then cross-esamine on oral
deposition. Any redirect will take place at the deposition. The
party calling the witness is responsible for securing a court
reporter and filing the wranscript and record associated with
cross-examination of its witness.

In the cvent a party needs testimony from a third-party who
will not appear unless a subpocena is issued, including a hostile
witness, direct and cross-cxamination testimony may be taken
on oral deposttion, The rules provide that prior authorization of
an cxaminer-in-chicf is required before a party can take testi-
mony by issuance of a subpocna under 35 U.S.C. 24, The
revised rule thus adopts the policy of Sheehan v, Doyle, 513 F.2d
#935, 898, 185 USPQ 489, 492 (1st Cir.) cert, denied, 423 U.S.
874 (1975), and Sheehan v. Doyle, 529 F.2d 38, 40, 188 USPQ
545,546 (1stCir.), cert. denied, 429 U.8. 870 (1976), rehearing
denied, 429 U.S. 987 (1976), and rejects the policy announced
in Brown v. Braddick, 595 FF.2d 961, 967, 203 USPQ 95, 101-
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102 (5th Cir, 1979). Testimony obtained in other proceedings,
e.g., another interference or an infringement action, may beused
if otherwise admissible.

Under the rules, the Federal Rules of Evidence are made
applicable to interferences, except for those portions which
relate to criminal actions, jurics, and other matters not relevant
to interferences. Those portions include:

(1) Rule 103(c)

(2) Rule 104(c), (d), and (c)

(3) The language in Rule 105 which reads “and instruct
the jury accordingly.”

(4) Rulc 201(g)

(5) The language in Rule 403 which reads “or misleading
the jury.”

(6) Rule 404(a)(1) and (2).

(7) The word “charge” in Rulc 405(b).

(8) The language “or criminal” and proviso (ii) in Rule
410.

) Rulc 412

(10) Rule 606

(11) The language “whether by an accused™ and “other”
in the last sentence of Rule 607.

(12) The provisions of the first sentence of Rule 611(c)
relating to leading questions on dircct examination do not apply
to statements made in an affidavit authorized to be filed under
the rules.

(13) The language “Except as otherwise provided in
criminal proccedings by scction 3500 of title 18, United States
Code” and “except that in criminal cascs when the prosccution
clects not to comply, the order shall be one striking the testi-
mony or, if the courtinitsdiscretion determines that the interests
of justice so require, declaring a mistriai” in Rale 612,

(14) Rule 614,

(15) Rule 706

(16) The language “excluding, however, in criminal
cascs matters observed by police officers and other law enforce-
ment personnel” and “and against the Government in criminal
cases” in Rule 803(8).

(17) The language “but not including, when offered by
the Government in a criminal prosecution for purposes other
than impeachment, judgments against persons other than the
sccond” in Rule 803(22).

(18) The language “prosccution for homicide or ina” in
Rule 804()(2).

(19) The language “A statcment tending 1 cxposc the
declarant to criminal liability and offered to exculpate the
accused is not admissible unless corroborating circumstances
clearly indicate the trustworthiness of the statement” in Rule
804(h)(3).

(20) Rule 1101(a), (b), (B)(3), and (c).

The examiner-in-chief will set a period for filing the record
and bricfs. Oral hearings normally will be held before a pancl
consisting of the examincr-in-chicf assigned to the interference
and two other examiners-in-chicf. The pancl will render a final
decision in the interference. Reguests for reconsideration are
permitied.

In rendering its decision, the Board will consider only that
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cvidence which can be made availabie to the public under >37
CFR<* 1.11(a). Accordingly, the Board will not consider evi-
dence which is submitted under a protective order issued by a
courtif relcase of that evidence under >37 CFR<* 1.11(a) would
be inconsistent with the terms of the courts order.

A finaldccision of the Board i« iewable in the U.S. Court
of Appeals for the Federal Circusw ur an appropriate U.S. district
court. Any reviewing court can review all aspects of the decision
including patentability, priority, and all relevant interlocutory
ordcrs, such as denials of discovery.

Except as noted above, the revised rules are applicable o all
interferences declared on or after February 11, 1985. Interfer-
ences declared prior to February 11, 1985 continue to be
governed by the prior rules (37 CFR 1.201 - 1.288, July 1, 1984)
and will be decided by personnel of the Board of Patent Appeals
and Interferences. Actions previously taken by a patent interfer-
ence examiner or examiners of interference will be taken by an
cxaminer-in-chief,

An anticipated time schedule for a two-party interference
follows:

Event in Interference Time from last Total time in

event in interference
interference

Interference declared (1.611)
Filing of preliminary statements (1.621)

and preliminary motions (1.633) 3 months 3 months
Filing oppositions of preliminary

motions (1.638(a)). 23 month 3 2/3 months
Filing replies to oppositions (1.638(b)  2/3 month 4 1/3 months
Decision on preliminary motions (1.640(b)(1),

open preliminary statements (1.631),

set times for filing motions for discovery

(1.687(c) and testimony (1.651(a)). 1 month 5 1/3 months
Fiting of motions of discovery (1.635,

1.651(a), 1.687(c)). 1 month 6 1/3 months
Filing of opposition to motion for discovery

(1.638(a)). 23 month 7 months
Filing reply to opposition to motion for discovery

(1.638(b)) 23 month 7 2/3 months
Decision on motion for discovery 2/3 month 8 1/3 months
Time for compliance with any discovery 2/3 month 9 months
Junior party testimony (case-in-chief;
1.672(b)): Testimony 2months 11 months
Scnior party cross-examination of

affiants if needed 1 month 12 months
Scnior party 1estimony (case-in-chief and

case-in rebuttal, 1.672(b): Testimony 128 mths 1323 mths
Junior party cross-examination of affiants

if needed 1 month 14 2/3 mths
Junior party testimony (case-in rebuttal):

Testimony 113 mths 16 months
Senior party cross-examination of affiants

if necded 23 months 16 2/3 mhs
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2301.01 Preliminaries to an Interference [R-2]

An interference is often an expensive and time-consuming
proceeding. Yet, it is ne: essary to determine priority when two
applicants, or an applicant and a patentee, are claiming the same
patentable subject matter and their filing dates are close together
that there is a reasonable possibility that the first to file isnot the
firstinventor. The fact that an application is areissue application
does not preclude it from being involved in an interference.

The greatest care must thercfore he exercised both in the search
for interfering applications and in determining whether an
interfercnce should be declared. Also the claims in recently
issucd patents, especially those used as references against the
application claims, should be considered for possible interfer-
ence.

The question of the propriety of initiating an interference in
any given case is affected by so many factors that a discussion
of them here is impracticable. Some circumstances which
render an interference unnecessary are hereafier noted, but each
instance must be carefully considered if serious errors are 0 be
avoided.

In determining whether an interference is necessary, aclaim
should be given the broadest interpretation which it reasonably
will support, bearing in mind the following general principles:

(a) The interpretation should not be strained.

(b) Express limitations in the claim should not be ignored
nor should limitations be read therein.

(c) Before a claim (uniess it is a patented claim) is consid-
cred as the basis for th= count of aninterference the claim should
be allowable and in good forin. No pending claim which is in-
definite, ambiguous or otherwise defective should be the basis
for a count of an interference.

(d) A claim copied from a patent, if ambiguous, should be
interpreted in the light of the patent in which it originated.

(e) Since an interference between cases having a common
assignee is not normally instituted, all cases must be submitted
to the Assignment Division for a title report.

(f) If doubts exist as to whether there is an interference, an
interference should not be declared.

2301.01(a) In Different Groups [R-2]

An interference between applications assigned to different
groups is declared by the group where the controlling interfering
claim would be classificd. Appropriate transfer of one of the
applications is made. After termination of the interference,
further ¢ransfer may be necessary depending upon the cutcome.

2301.01(b) The Interference Search [R-9)

The search for interfering applications must not be limited

gl:ll:fgf((:: Isz’;;’;;::zl(cgg 6 } 'lnf‘:n"‘;lms :g 22::: tothe class or subclass in which the application is classified, but
Brief for senior party (1,656) imonth 20 months must be ef(tcr)ded to all classes, in and out of the cxan.nining
Reply bricf for junior party (1.656) 23 month 20 2/3 mths group, which it has been necessary to scarch in the examination
Final hearing (1.654) imonth 2123mihs  Of the application. Sce >MPEP< § 1302.08.

Decision (1.658) Imonths 2323 mths Morcover, the possibility of the existence of interfering ap-
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plications should be kept in mind throughout the prosccution.
Where the examiner at any time finds that two or more applica-
tions arc claiming the same invention and the cxaminer docs not
deem it expedient to institute interference proceedings at that
time, the examiner should make a record of the possible inter-
ference as on the face of the file wrapper in the space reserved
for class and subclass designations. Such notations, however, if
madcon the file wrapperor drawings, must not be suchastogive
any hint to the applicants, who may inspect their own applica-
tions at any time, of the date or identity of a supposedly
interfering applications. Scrial numbers or filing dates of con-
flicting applications must never be placed upon drawings or file
wrappers. A book of “Prospective Interferences” should be
maintained containing complete data concerning possible inter-
ferences and the page and line of this book should be referred to
on the respective file wrappers or drawings, For futurc refer-
ence, this book may include notes as to why prospective inter-
ferences were not declared.

In determining whether an interference cexists, the primary
cxaminer must decide the question. An examiner-in-chief may,
however, be consulted for advice.

The group director should be consulted if it is belicved that
the circumstances justify an interference between applications
ncither of which is ready for allowance.,

2301.02 Definitions [R-9]

37 CFR 1.60f Scope of rules, definitions.

This subpart governs the procedure in patent interferences in the
Patent and Trademark Office. This subpart shall be construed to secure
the just, specedy, and inexpensive determination of every interference.
For the meaning of terms in the Federal Rules of Evidence as applied
to interferences, see § 1.671(¢). Unless otherwise clear from the
context, the following definiiions apply to this subpart:

(a) “Additional discovery is discovery to which a party may be
entitled under § 1.687 in addition to discovery to which the party is
entitled as a matter of right under § 1.673(a) and (b).

(b) “Affidavit” means affidavit, declaration under § 1.68, or
statutory declaration under 28 U.S.C. 1746. A transcript of an ex parte
deposition may be used as an affidavii.

(c) “Board™ mcans the Board of Patent Appeals and Interferences.

(d) “Case-in-chief” means that portion of a party’s case where the
party has the burden of going forward with evidence,

(e) “Case-in-rebuttal” means that portion of a party’s case where
the party presents evidence in rebuttal to the case-in-chief of another
party.

(" A “count” defines the interfering subject matter between (1)
two or more applications or (2) one or more applications and one or
more patents. When there is more than one count, each count shall
define a separate patentable invention. Any claim of an application or
patent which corresponds to & count is a claim involved in the interfer-
ence within the meaning of 35 U.S.C. 135(a). A claim of a patent of
application which is identical to a count s said to “correspond exactly”
to the count. A claim of a patent or application which is not identical to
a count, but which defines the same patentable invention as the count,
is said to “correspond substantially” 1o the count. When a count is
broader in scope than all claims which correspond to the count, the
countis a “phantom count.” A phantom count is not patentable to any

party.
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(g) The “effective filing date” of an application or a patent is the
filing date of an carlier application sccorded to the application or patent
under 35 U.S.C. 119, 120, or 365.

(h) Inthe case of an application, “filing date” means the filing date
assigned to the application. Inthe case of a patent, “filing date” means
the filing date assigned to the application which issued as the patent.

(i) An‘“interference” is a proceeding instituted in the Patent and
Trademark Office before the Board to determine any question of
patentability and priority of invention between two or more parties
claiming the same patentable invention. An interference may be
declared between two or more pending applications naming different
inventors when, in the opinion of an examiner, the applications contain
claims for the same patentable invention. An interference may he
declared between one or more pending applications and one or more
unexpired patents naming different inventors when, in the opinion of
an examiner, any application and ary unexpired patent contain claims
for the same patentable invention.

(j) An “interference-in-fact™ exists when at least one claim of a
party which corresponds to a count and at Ieast one claim of an
opponent which corresponds to the count define the same patentable
invention.

(k) A “lead” attorney or agent is a registered atlorney or agent of
record who is primarily responsible for prosecuting an interference on
behalf of a party and is the attorney or agent whom an examiner-in-
chief may contact to set tinies and take other action in the interference.

(1) A*'party" is (1) an applicant or patentee involved in the inter-
ference or (2) a legal representative or an assignee of an applicant or
patentee involved in an interference. Where acts of a party are normally
performed by an attorney or agent, “party” may be construed to mean
‘he artorney or agent. An “inventor” is the individual named as inventor
in an application involved in un interference or the individual named as
inventor in a patent involved in an interference,

(m) A “senior party” is the party with earliest effective filing date
as to all counts or, if there is no party with the carliest effective filing
date as to all counts, the party with the carliest filing date. A “junior
party” is any other party.

(n) Invention “A" is the “same patentable invention™ as an
invention “B” when invention “A” is the same as (35 U.5.C.102) or is
obvious (35 U.S.C. 103) in view of invention “B” assuming invention
“B" is prior ant with respect to invention “A™. Invention “A" is a
“separate patentable invention” with respect to invention "B when
invention“A”isnew (35 U.S.C. 102) and non-obvious (35 U.S.C. 103)
in view of invention “B" assuming invention “B” is prior art with
respect to invention "A”,

(o) “Swom™ mecans swaorm or affirmed.

(p) "United States™ means the United States of America, its
territories and possessions.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR
23123, May 31, 1985, |

Under >37CFR< 1.601 the rules shall be construed to secure
the just , specdy, and incxpensive determination of interfer-
ences. >37 CFR< 1.601 defines various terms used in Subpart
E of the Rules of Practice including “additional discovery,”
“affidavit,” “casec-in-chief,” “casc-in-rcbuttal,” “count,” “ef-
fective filing date,” “filing date,” “interference,” “intetference-
in-fact,” “junior party,” “lead” auorncy, “party,” “phantom
count,” “same patentable invention,” * separate patentable
invention,” “senior party,” “sworn,” and “United States "
“Affidavits” include declarations under 35 U.S.C. 25 and 37
CFR 1.68 as well as statutory declarations under 28 U.S.C.
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1746. 'The definition “United Siates” is the same as the defini-
tion of United States in 35 U.S.C. 100().

The definition of “interference” permits an interference be-
tween one or more applications and one or more patents. Thus,
the revised rules follow the policy of Wilson v. Yakel, 1876 C.D.
245 (Comm'r, Pat, 1876) and, to the extent inconsistent there-
with, do not follow the policy announced in Touval v. New-
combe, 194 USPQ 509 (Comm’r, Pat. 1976). However, in vicw
of the statutory requirement for the presence of at least one
application in an interference, if an applicant were to concede
priority or otherwise be terminated from an interference involv-
ing only onc application and more than one patent, the interfer-
ence would have o be terminated for lack of subject matter
jurisdiction unless one or more of the patentees filed an appli-
cationforreissue which could be added to the interference under
>37 CFR< 1.633(h).

A “count” defines interfering subject matter, An interfer-
ence may have two counts only if the second count defines a
“separate patentable invention” from the first count, The reason
the second count must define a separate patentable invention is
to permit the PTO to lawfully issue separate patents to different
partics in an interference when a single party does not prevail as
toailcounts. A “scparate patentablie invention™ is defined in>37
CFR< L60Y(n):

Invention (A) is a “separate patentable invention” with

respeet to invention (B) when invention (A) is new (35 0.8.C.

102) and unobvious (35 U.S.C. 103) in view of invention (B)

assuming invention (B) is prior art with respect to invention

(A).

2302 Ownership of Applications and Patents
Involved in an Interference [R-9]

37 CFR 1602  Interest in applications and patents involved in an
interference.

(n) Unless good cause is shown, an interference shall not be
declared or continued between (1) applications awned by asingle party
or (2) applications and an unexpired patent owned by a single pany,

(h) The parties, within 20 days after an interference is declared,
shall notify the Board of any and all righy, title, and interest in any
application or patenl involved or relied upon in the interference unless
the right, title, and interest is set {orth in the notice declaring the
interference.

(¢) Il a change of any right, title, and interest in any application or
patent invelved or relied upon in the interferenee occurs after notice is
given declaring the interference and hefore the time expires for seeking
judicial review of a final decision of the Board, the parties shall notify
the Board of the change within 20 days of the change.
|49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985!

>37 CFR< 1.602 continues the previous PTO practice (37
CIFR 1.201(c)) of not declaring or continuing an interference
between (1) two or more applications owned by the same party
or (2) anapplication and a patent owned by a single party unless
good caunse is shown. A corporation and its wholly-owned
subsidiary are considered a “single party™ within the meaning of
>37 CFR< 1,602(a). Under prior rules, when a patent and an
aprtication involved in an interference became commonly
owned, the interference was not “dissolved.” Rather, the PTO
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required that the interference be terminated with a judgment.
Chillas v. Weisherg, 1928 C.13, 24 (Conunr. Pat. 1928); Malone
v, Toth, 202 USPQ 397 (Commi’'r, Pat, 1978); and Morchouse v.
Armbuster, 209 USPQ 514 (Comm'r, Pat, 1980). Under the
revised rules, all interferences, including those involving only
applications, will be terminated with a judgment. As noted in
Chillas v. Weisberg, supra a1 25 “the common owner can allow
a judgment against the junior party to be rendered by default or
itcan file a concession of priority from onc party o the other.”
Paragraphs (b) and (¢) of >37 CFR< 1.602 continuc the previous
PTOpractice (37 CFR 1.201(c)} of requiring a party to notify the
PTQ of any real party in interest not apparent on the face of the
notice declaring the interfercnce (sce >37CFR< 161 1) orof any
change in the real party in interest after the interference is
declared. The PTO needs to know the identity of any real party
ininterest to properly enforce »37 CFR< 1.602(x) and to cnabie
an examiner-in-chief o determine whether refusal is necessary
or appropriate. A new requirement in paragraph (b) and (¢), of
»37 CFR< 1,602, not present in 37 CFR 1.201(¢), is & 20-day
time period for advising the PTQ of the identity of, or any
change in, the real party in interest.

COMMON OWNERSHIP

Where applications by different inventive entitics but of
common ownership claim the same subject matter or subject
matier that is not patentably different:

1. Interference therebetween is normally not instituted since
there is no conflict of interest. Elimination of conflicting claims
from all except one case should usually be required, 37 CFR
1.78(c). The common assignee must deicrmine the application
in which the conflicting claims are properly placed. Treatment
by rejection is sci forth in >MPEP< § 804.03.

If. Where an interference with a third party is found 1o exist,
the commonly-owned application having the carliest effective
filing date will be placed ininterference with the third party, The
common assignee may move during the interference under 37
CER 1.633(d) 10 substitute the other commonly-owned applica-
tion, if desired.

2303 Interference Between Applications [R-2)

I7CER 1.603 Interference betweenapplications, subject matier of the
interference.

Before an interference is declared between two or more applica-
tions, the examiner must be of the opinion that there is interfering
subject matter claimed in the applications which is patentable 1 each
applicant subject to o judgiment in the interierence. The interfering
subjectmatter shall be defined by one or more comnts. Each count shall
define n separate patentable invention. Each application must contain,
or be amended to contain, at leastone claim which corresponds 10 each
count, Allclnims in the applications which define the same patentable
invention as a count shall be designated o correspond to the count,

{49 FR 48416, Dec, 12, 1984, added effective Feb, 11, 1985)

Where twoor more applications are found to be claiming the
same patentable invention they may be put in interference,
dependent on the status of the respective applications and the
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difference between their filing dates. One of the applications
should be in condition for atlowance. Unusual circumstances
may justify an exception to this if the approval of the group
director is obtained,

Interferences will not be declared between pending applica-
tions il there is a difference of more than 3 months in the
effective filing dates of the oldest and the next oldest applica-
tions, in the case of inventions of a simple character, or a
difference of more than 6 months in the effective filing dates of
the applications in other cases, except in exceptional situations,
as determined and approved by the group director. One such
exceptional situation would be where one application has the
sarkiest effective filing date based on foreign priority and the
other application has the carliest effective United States filing
date. If an interference is declared, all applications having the
interfering subject mader should be included.

Belore taking any steps looking to the formation of an inter-
ference, itis essential that the examiner make certain that cach

of the prespective parties is claiming the same patentable inven-

tion (as defined in 37 CIFR 1.601(nY) and that at least one claim
of cach party corresponds to cach count of the interference and
is clearly readable upon the disclosure of that party and allow-
able in its application,

It is to be noted that while the claims of two or more
applicants may not be identical, yet if dirceted to the same
patentable invention, an interference exists, But mere disclosure
by an applicant of an invention which he or she is not claiming
doces not afford a ground for suggestng to that applicant a claim
for the said invention based upon claims from another applica-
tion that is claiming the invention, The intention of the partics
w claim the same patentable invention, as expressed in the sum-
mary of the invention or elsewhere in the disclosure or in the
claims, is an essential in every instance.

Where the subject matter found to be allowable in one appli-
cation is disclosed  and claimed in another application, but the
claims therein to such subject matter are either nonclected or
subject o clection, the question of interference should be
considered. The requirement of 37 CIFR 1.601(i) that the con-
flicting applications shatl contain ¢laims for the same patentable
invention should be interpreted as meaning generally that the
conflicting claimed subject matter is sufficiently supported in
ench application and is patentable to cach applicant over the

prior art, The stattory requirement of first inventorship is of

transcendent importance and every effort should be made o
avoid the improvident issuance of a patent where there is an
adverse claimant,

Following are illustrative sitnations where the examiner
should take action toward instituting interference:

A. Application filed with claims todivisible inventions 1and
11, Before action requiring restriction is made, examiner discov-
crs anather case having clims (o invention 1,

The sitnation is not altered by the fuct that a requirement for
restriction had actally Deen made but hivd not been responded
to, Nor is the situation materially different if an election of
noninterfering subject matier had been made without traverse
but 0o action given on the merits of the elected invention,

3. Application filed with claims todivisible inventions Fand
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I and in response to a requirement  for restriction, applicant
traverses the same and clects invention 1. Examiner gives an
action on the merits of 1. Examiner subscquently finds an
application 1o another containing allowed claims to invention 11
and which is ready for issue.

The situation is not altered by the fact that the clection is
made without traverse and the nonelected claims possibly
cancelled.

C. Application filed witk: generic claims and claimed specics
a,b, ¢, d, and ¢. Generic claims rejected and election of a single
species required. Applicant clects species a, but continucs to
urge allowability of generic claims. Examiner finds another
application claiming specics b which is ready for issue.

The allowability of generic claims in the first case is not a
condition precedent to setting up interference.

D. Application filed with generic claims and claims to five
species and other species disclosed but not specifically claimed.
Examiner finds another application the disclosure and claims of
which are restricted to one of the unclaimed species and have
been found atlowable,

The prosecution of generic claims is taken as indication of
anintention to cover all species disclosed which come under the
generic claim.

In all the above situations, the applicant has shown an
intention to claim the subject matter which is actually being
claimed in another application. These are to be distinguished
from situations where a distinct invention is claimed in one
application but merely disclosed in another application without
cvidence of an intent w claim the same. The question of
interference should not be considered in the latter instance,
However, if the application disclosing but not claiming the
invention is senior, and the junior applicaiion is ready for issuc,
the matter should be discussed with the group director to
determine the action to be taken.

2304 Applicant Requests Interference Between
Applications [R-9]

37 CFR 1.604 Request for interference between applications by an
applicant,

() Anapplicuntmay seek to have an interference declared with an
application of another by (1) suggesting & proposed count and present-
ing *>al least one< claim corresponding to the proposed count >or
identifying at least one claim in his or her application that corresponds
to the proposed countg, (2) identifying the other application and, if
known, a claim in the other application which corresponds to the
proposed count, and (3) explaining why an interference should be
declured.

(b) When an applicant presents a claim known to the applicant to
define the smne patentable invention cleimed in a pending application
of another, the applicant shall identify that pending application, unless
the clain is presented in response (0 a suggestion by the examiner, The
examiner shall notify the Commissioner of any instance where it
appears an applicantmay have failed 1o comply with the provisions of
this paragraph,

(49 TR 48416, Dee. 12, 1984, added effective Feb, 11, 1985;
paragraph (@) amended 53 FR 23735, June 23,1988, cffective Sept. 12,
1988]
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2305 Fxaminer Suggests Claim to Applicant
[R-9]

37 CER 1605 Suggestion of claim to applicant by examiner,

(u) The examiner may suggest that an applicant present a claim in
an application for the purpose of an interference with another applica-
tion or a patent. The applicant to whom the claim is suggested shall
amend the application by presenting the suggested claim with in o time
specified by the examiner, not less than one month. Failure or refusal
of an spplicant to timely present the suggested claim shall be taken
without further action as a disclaimer by the applicant of the invention
defined by the suggested claim, At the time the suggested claim is
presented, the applicant may also (1) ¢all the examiner’s attention o
other claims already in the application or which are presented with the
supgested claim and (2) explain why the other claims wounld e more
appropriate to be included in any interference which may be declared.

() The suggestion of a claim by the examiner for the purpose of
aninterference will not stay the period for response to any outstanding
Office action, When a suggested claim is timely presented, ex parte
proceedings in the application will be stayed pending a determination
of whether an interference will be declared,

(49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

Although the subjectof suggesting claims is treated in detail
at this point in the discussion of a prospective interference be-
tween applications, essentially the same practice here outlined
is also applicable to a prospective interference with a patent.

If the applications contain claims covering the entire inter-
fering subject matter the examiner proceeds under 37 CFR

1.609 to form the interference; otherwise, proper claims must he
suggested o some or all of the parties.

Under>37 CFR< 1.605, timely filing of an amendment pre-
senting a claim suggested by the examiner for purposes ol an
interference would stay ex parte proceedings in the application
in which the claim is presented pending a determination by the
examiner of whether an interference will be declared. Also
under 237 CFR< 1.605(a), when an examiner suggests a claim,
the applicant will be required o copy verbatim the suggested
claim, At the time the suggested claim is copied, however, the
applicant may also (1) call the examiner’s attention (o other
claims already in the application or which are presented with the
copied claim and (2) explain why the other claims would be
more appropriate to be included in any interference which may
e declared.,

It should be noted at this point that if an applicant presents
aclaim which corresponds exactly or substantially to a claim in
another application or patent without suggestion by the exam-
iner, 37 CFR 1.604(b) and >37 CFR< 1/607(c) require him or
her to identify the other application or patent, See >MPEP< §
2308.

The question of what claim or ¢laitis Lo suggest in the inter-
fering application is onc of great importance, and failure 10
snggest such claims as will define clearly the matier in issue
leads 1o confusion and to prolongation of the contest.

Before deciding what clainy or claims to suggest to an appli-
cant, the examiner should decide what the countorcounts of the
prospective interference will be, keeping in mind that the count
must be patentable over the prior art and define the partics®
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common invention (seex>MPEP< § 2309 regarding the forma-
tion of counts). ‘The claim suggested to the apphicant need not be
wentical to the prospective count, but rather should be the
broadest clim within the scope of the prospective count which
the applicant’s disclosure will support, and which is otherwise
patentable to the applicant,

A response to the examiner’s suggestion of a claim is not
complete unless it includes an amendment adding the exace
claim suggested to the application. Even though the applicant
may consider the suggested claim unpatentable, 100 narrow, or
otherwise unsuitable, it must be presented; otherwise, the inven-
tion defined by the suggested claim is considered to be dis-
claimed. The applicant must make known any such objections
to the examiner, and may at the same time present other claims,
or call the examiner’s attention to other claims alrcady in the
application, and explain why those claims would be more
appropriately included in the intererence,

If, in copying asuggested claim, an error is introduced by the
applicant, the examiner should correct the applicant’s claim to
correspond o the suggested claim.

Notification of the fact that the parties have the same
attorney should be given to both partics at the time claims are
suggested even though claims are suggested to only one party.
Sce also >MPEP< § 2313.01, Notation of the persons 1o whom
this letter is mailed should be made on all copics.

The fotlowing sentence is usually added to the letter sag-
gesting claims where the same atiorney or agent is of record in
applications of different ownership which have conflicting
subject matter:

Attention is called to the fact that the attomey (or sgent) in
this application is also the attorney (or agent) in sn application

of another party and of different ownership claiming substan-

tinlly the same patentable invention ns claimed in the above-

identified application.

The atiention of the Commissioner is not called to the fact
that two conflicting partics have the same attorney until actual
interference is set up and then it is done by notifying the
examiner-in-chief as explained in >MPEP< § 2308.01.

Form paragraphs 11.04 and 11.05 may be used to suggest
claims for purposes of interference to applicants,

§ 11.04 Suggestion of claim

The following allowable claim is suggested for the purpose of an
interference:

[

The suggested claim must be copied exactly, although other claitns
may be proposed under 37 CFR 1.605(a).

APPLICANT SHOULD MAKE THE SUGGESTED CL AIM
WITHIN ONE MONTH FROM THE DATE OF THIS LETTER.
FAILURE TO DO SO WILL BE CONSIDERED A DISCLAIMER
OF THE SUBIECT MATTER OF THIS CLAIM UNDER THE
PROVISIONS OF 37 CFR 1.605(a). THE PROVISIONS QF 37 CFR
1.136(n) DO NOT APPLY TO THIS TIME PERIOD.

Claim | 2] considered unpatentable over this additionatly suggested
claim,

Examiner Note:
1. In bracket 1, insert the suggested claim,
2. In bracket 2, list all claims nending in the application not
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considered 1o be putentably disunct from the suggested claim,

2, Only one claim should be suggosted unless claims to separate
patentably distinet inventions are present, 37 CER 1.601(n). To sug st
an additional claint to a soparate distinet invention, form paragra, h
11.08 should follow this paragraph.

4. If the Office nction addresses other issues, such as # rejection of
other claims, paragraph 11.06 should be included at the end of the
action,

§ 11.05 Suggestion of additional claim for a distingt invention

The following claim is considered allownble und directed 0 »
sepuarate putentable invention from the claim suggesied above:

(m

The additionaly suggested claim must be copied oxactly, slthough
other claims may ba proposed under 37 CFR 1.605(a).

APPLICANT MUST ALSO MARE THIS ADDITIONALLY
SUGGESTED CLAIM WITHIN ONE MONTH FROM THE DATE
OFTHIS LETTER. FAILURE TO DO SO WILL BE CONSIDERED
A DISCLAIMER OF THE SUBJECT MATTER OF THIS CLAIM
UNDER THE PROVISIONS OF 37 CFR 1.605(0), THE PROVI-
SIONS OF 37 CFR 1,136(0) DO NOT APPLY TO THIS TIME
PERIOD.

Claim [2} considered unpatentable over this additionnlly  sug-
gested cluim,

Lxaminer Note:

This paragraph must be preceded by paragraph 11.04 and should
only be used to suggest a patentably distinet claim from the one
suggested in paragraph 11.04,

§ 11.06 Suggestion of claims - provecution suspended

Applicant need respond to the remaining issues in this action il
suggested claim is copied for the purpose of an interference within the
time fimit specified above, 37 CFR 1.605(D),

Examiner Note:

This paragraph should be used at he end of any Office action whero
claims are suggested using cither paragraph 11,04 or 1108 and where
additional issues (e.g., 0 rejection of other cluims) are acddressed in the
action that will be suspended should applicant copy the suggested
claim,

2305.01 ActionTo Be Made at Time of Suggesting
Claims [R-9]

At the same time that the claims are suggested an action is
made on each of the applications that are up for action by the
cxaminer, whicther they be new or amended cases. In this way
possible motions under 37 CFR 1.633(c) and (d) may be
forestalled. That is, the action on the new or amended case may
bring to light patentable claims that should be included as
corresponding to the count of, or as forming the basis for an
additional coomt of the irterference, and, on the other hand, the
rejection of unpatentable claims will serve to indicaie to the
opposing parties the position of the examiner with respect to
such claims.

Whenan examiner suggests that an applicant presentaclaim
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for interference, the examiner should state which of the claims
already in the case are, in his or her opinion, unpateniable over
the claim suggested. This statement does not constitute i formal
rejection of the claims, but it the applicant presents the sug-
gested claim but disagrees with the examiner's statement, the
applicant should so state on the record, not later than the time the
claim is presented. In re Bandel. 348 1,2d 563, 146 USPQ 389
(CCPA 1965). If the applicant does not present the suggested
cluim by the expiration of the period fixed for its presentation,
the examiner should then reject those claims which were previ-
ously stated as being unpatentable over the suggested claim on
the basis that the failure to present constituted a concession that
the subject matter of those claims is the prior invention of
another inthis country under 35 U.S.C. 102(g) and thus prior art
to the applicant under >35 U.S.C.< 103. fnre Qguie, 517 F.2d
1382, 186 USPQ 227 (CCPA 1975). If the applicant does
present the suggested claim, when the interference 1s declared,
the claims stated to be unpatentable over the suggested claim
will he designated as corresponding w the count.

2305.02 Time Limit Set for Presenting Suggested
Claims [R.9]

Where claims are suggested for interference, a limited
period determined by the examiner, not less than one month, is
set for reply, Sce >MPLEP< 710.02(c).

Should any one of the applicants fail to present the claim or
claims suggested within the time specified, all claims not
patentable thercover are rejected on the ground that the appli-
sant has discluimed the invention to which they are directed. 1¢
the applicant presents the suggested claims later they will be
rejected on the same ground. See >MPEP< 706.63(u).

2305.03 Suggested Claims Presented Afier Period
for Response Running Apainst Case [R-2]

If suggested claims are presented within the time specificd
for making the claims, the applicant may ignore any outstand-
ing rejections in the application, Even if claims are suggested in
an application near the end of the period for response running
against the case, and the time limit for presenting the claims
extends beyond the end of the period, such claims will be
admitted if filed within the time limit even though outside the
period for response 0 the rejection (usually a three month
shortened stainiory period) and even though no amendment was
fited responsive to the Office action outstanding ageinst the case
at the time of suggesting the claims. No portion of the casc is
abandoned provided the applicant presents the suggested claims
within the time specificd. However, if the suggested claims are
not thus presented within the specified time, the case becomes
abandoned in the absence of a responsive amendment filed
within the period for response to the rejection. 37 CEFR 1.605(h).
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2305.04 Suggestion of Claims, Application in
Issuc or in Interference [R-9)

An application will not be withdrawn from issuc for the
purpose of suggesting claims for an interference. When an
application pending before the examiner contains one or more
claims defining an invention to which claims may be presented
in a casc in issue, the examiner may write a letter suggesting
such claims to the applicant whose casc is in issue, stating that
if such claims be presented within a certain specified time the
case will be withdrawn from issue, the amendment entered and
the interference declared. Such letters must be submitted to the
group director, If the suggested claims are not presented in the
application in issue, it may be nccessary to withdraw it from
issuc for the purpose of rejecting other claims on the implied
disclaimer resulting from the failure (o present the suggested
claims,

When the examiner suggests one or more claims for the
purpose of interference with a case in issue to an applicant
whose case is pending before him or her, the case in issuc will
not be withdrawn for the purpose of interference unless the
suggested claims shall be presented in the pending application
within the time specified by the examiner. The letter suggesting
claims should be submitted to the group director for approval.

In cither of the above cases the Publishing Division should
be notified when the claims are suggested, so that in case the
issue fee is paid during the time in which the suggested claims
may he presented, proper steps may be taken to prevent the issue
fee from being apptied,

The examiner should borrow the allowed application from
the Publishing Division and hold the file until the claims are
presented or the time limit expires. This avoids any possible
issuance ol the application as a patent should the issuce fee be
paid. To further insure against issuance of the application, the
examiner may pencil in the blank spuce labeled, “Date paid” in
the fower right-hand comer of the file wrapper the initialed
request; “Pefer for interference.” The issuc fee is not applied to
such an application until the following procedure is carried out,

When notified that the issuc fee hasbeen received, the exam.
iner shall prepare a memo to the Publishing Division requesting
that issuc of the patent be deferred for a period of three months
duc to possible interference. This allows a period of two months
to complete any action needed. At the end of this two month
period, the application must ¢ither be released to the Publishing
Division or be withdrawn from issue.

When an application is found claiming an invention for
which ¢laims are 1o be suggested to other applications already
involved in interference, 0 form another interference, the
primary examiner borrows the last named applications from the
Service Branch of the Board of Patent Appeals and Interfer-
ences, In case the application is to be added to an existing
interference, the primary examiner need only send the applica-
tion and form FrO-850 (illustrated in >MPEP< § 2309.02)
properly filled out as to the additional application and identif’y-
ing the interference, to the examiner-in-chief in charge of the
interference who will deterimine the action to be taken, Also see
»>MPLEP< § 2342,
Rev. 9, Sep. 1988
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§ 11.07 Suegestion of claims - application in {ssue
This application has been withdrawn from issue for consideration
of u potential interference based on the claims suggested in this action,

Examiner Note:

1. If a conflicling application is in issue, it should be withdrawn
using paragraphs 10.01 or 10,02 prior to suggesting claims for interfer-
ence.

2. Either paragraph 11.04 or 1 1.08 must be used in conjunction with
this paragraph

§ 11.08 Requirement to copy patens claim

The following claim number [1] from U.S. patent no. {2) is
suggested 1o applicant under 35 U.S.C. 135(a) for the purpose of an
interference:

(2]

The suggested claim must be copied exactly, althoughother claims
may be proposed under 37 CFR 1.605(a).

APPLICANT MUST COPY THE PATENT CLAIM WITHIN
ONEMONTHFROM THE DATE OF THIS LETTER. THE EXTEN-
SION OF TIME PROVISIONS OF § 1.136(s) DO NOT APPLY TOQ
THIS TIME PERIOD. FAILURE TO COPY THE CLAIM WILL BE
TAKEN AS A CONCESSION THAT THE SUBJECT MATTER OF
THIS CLAIMIS THEPRIOR INVENTION OF ANOTHER UNDER
35U.S.C.102(g) ANDTHUS ALSOPRIOR ARTUNDER 35 U.8.C.
103, In re Oguie, 186 USPQ 227 (CCPA 1975).

Examiner Note:

1. Libracket 1, insert the number from the patent of the suggested
claim.

2. In bracket 2, insert a copy of the patent claim.

3. Unly one claim from the patent should be suggested for interfer-
ence unless other claims o a separate patentably distinet invention are
claimed in the patent and can be made by the applicant, To suggest an
sdditionsl clnim, paragraph 1109 should follow this paragraph.

4,10 the Office nction addresses other issues, such as & rejection of
the claims, paragraph 11.06 should be included a1 the end of the Office
action,

§ 11.09 Copying additional patent claim for a distinet invention

Claim number | 1] from U.S. patent no, {2} is suggested under 35
U.S.C. 135(a) in addition 1o ¢laim |3] of the patent, suggesied above.
The inventions defined by these patent cluims are considered 10 be
“separate patentable inventions™ under 37 CFR 1.601(n) that could
form the basis for plural counts in an interference,

The suggested patent claim, reproduced below, must be copied
exactly, although other claims may be proposed under 37 CFR 1.605(a):

(4]

APPLICANT MUST COPY THE ADDBITIONAL PATENT
CLAIM WITHIN ONE MONTH FROM THE DATE OF THIS
LETTER, THEEXTENSION OF TIME PROVISIONS OF § 1.136(s)
DO NOT APPLY TO THIS TIME PERIOD. FAILURE TO COPY
THIS ADDITIONAL CLAIM WILL BE TAKEN AS A CONCES-
SION THAT THE SUBJECT MATTER OF THIS CLAIM IS THE
PRIORINVENTION OF ANOTHER UNDER 35 US.C 102(g) AND
THUS ALSO PRIOR ART UNDER 35 U.S.C. 103,

Examiner Note:

1. In bracket 1, insert the number of the patent claim that is
patentably distinet from the claim specified in paragraph 11,08,

2. This paragraph must follow paragraph 11.08 and should only be
used in those rare instances where both the patent and the application
claim distincy, interfering inventions,
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§ LT Pailure to apply terms of copied claim o the disclosure

Claim [ 1] of this application has been copied from U,S. patent {2
for the purpose of aninterlerence.

Applicant has tailed 1o specifically apply the terms of the copied
claim to the disclosare of the application, as required under 37 CEFR
1.607(a)3).

APPLICANTIS REQUIRED TOCORRECTTHIS DEFICIENCY
WITHINONE MONTH FROMTHE DATEOFTHIS LETTER, THE
EXTENSION OF TIMEPROVISIONS OF37CFR 1.136(2) DONOT
APPLY TO THIS TIME PERIOD,

§ 1118 Foreign priority not substantioted

Should applicant desire to obtain the benefit of forcign priority
under 35 U.S.C. 119 prior to declaration ol an interference, a sworn
translation of the foreign application should be submitted under 37
CEFR 1.55 in response 1o this ection,

Examiner Note:

This parsgraph may be used when cliims are suggested to appli-
cant fronueither an application or a patent and applicant has a claim for
priority not substantinted by a sworn teanslation,

2306 Interference Between an Application and a
Patent {R-9]

37 CFR 1.606  Interference between an application and e patent;
subject matter of the interference.

Before an interference is declared hetween an spplication and an
unexpired patent, an examiner must determine that there is interfering
subject matter cliimed o the epplication ard the patent which is
patentable o the applicant subject 10 0 judgment in the interference,
The interfering subject matter will be defined by one or more connts,
Each count shall define a separne patentable invention, Any applica-
tion must contain, or be amended to contain, at least one cloim which
correspods to each count. All claims in the application and patent
which define the same patentable invention as a count shall be desig-
nated o correspord to the count. At the time an interference is initially
declared (§ 1.611), o count shall not be narrower in scope than any
putentelaim which corresponds to the count and any single patent claim
will be prestimed, subject 1o & motion under § 1.633(¢), not 1o contain
separate patentable inventions,

(49 IR 48416, Dec. 12, 1984, added effective Feb. 11, 1985}

Aninterference may be declared between an application and
a patent i the application and patent are claiming the same
patentable invention, and at feast one of the applicant’s claims
1o that invention are patentable to the applicant. Since at least
oncof the applicant’s claims must be patentable, an interference
hetween an application and a patent cannot be declared if’

1. The patent is a statutary bar against the application under
35 0.8.C, 102(b);

2. The applicant's claims are not supporied by the applica-
tion disclosure, or otherwise do notcomply with 35 U.S.C. 112,

3. The applicant was not claiming the same or substantially
the same invention as claimed in the patent withinone year after
the date on which the patent was issucd (35 U.S.C. 135(b));

4. 'The patent is a reference against the application onder 35
U.S.C.102(e), unless the applicant has filed a showing under 37
CIR 1,608, Sce >MPEP< § 2307 concering the rejection of
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claims in an application which correspond to claims of a patent,

Since the claims of a patent may not be altered (except by
reissue or reexamination), the applicant must claim the same
patentable invention as is claimed in one or more claims of a
patent in order to provoke an interference with the patent. The
fact that the patent may disclose subject matter claimed by the
applicant is not a basis for interference if the patent does not
claim that subject matter,

The practice followed prior to the adoption of 37 CFR 1.606,
wherein cach patent claim formed the basis for a separate count
of the interference, no longer applies. Under present practice,
the counts of the interference are formulated in essentially the
same manner regardless of whether a patent is involved. As
stated in 37 CEFR 1,606, each count “shall define a separaie
patentable invention.” Therefore, instead of having the same
number of counts as copied patent claims, the examiner deter-
mincs how many separate patentable inventions are claimed by
the applicant and the patentee. When the interference is de-
clared, there will be only one count for each separate patentable
invention, with all the claims of the applicant and of the patenice
which claim cach invention designated as corresponding to the
count for that invention. See >MPEP< § 2309 for a more
detailed discussion of the formulation of counts,

An interference between an application and a patent may
arise in one of the following ways:

1. During examination of an application, the examiner may
determine that the application contains one or more allowable
claims which are drawn 10 the same invention as claimed in o
patent. In that event, the examiner may proceed o initiate the
interference as described in >MPEP< § 2305,

2. The examiner may discover a patent which claims an in-
vention which is disclosed by the applicant and 10 which the
applicant could present patentable claims. In that event, the
cxaminer may suggest 10 the applicant a claim which would
define the same invention and would be patentable to the
applicant. See >MPEP< § 2305.

3. The applicant may provoke an interference with a patent
by presenting a proposed count and cither presenting a claim
corresponding to the proposed count, or identifying a claim
already in the application that corresponds to the proposed
counts. See 37 CFR 1.607.

The requirement that the claims of the application and of the
patent define the same patentable invention in order for an
interference to exist does not mean that the application claim or
claims must necessarily be identical to the corresponding claim
orclaims of the patent, Allthatis required under present practice
is thata cinim of the application be drawn to the same patentable
invention as a claim of the patent. An application claim is
considered to be drawn to the same patentable invention as @
patent claim if it recites subject matter which is the same as (35
U.S.C. 102) or obvious in view of (35 U.S.C. 103), the subject
matter recited in the patent claim, 37 CFR 1,601(n). The test is
analogous to that applied for double patenting, i.c., if the
applicant’s claims would have been subject to a double paient-
ing rejection of the “same invention” or “obviousness™ type (sce
>MPLEP< § 804) if the patent and application were by the same
inventive entity, then the application and patent claim are
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dirceted to the same invention, In all cases the examiner shouid
keep inmind the fundamental principle that the issuance of two
patents for inventions which are cither identical to or not
patentably distinct from cach other must be avoided. Aclony v,
Arni, 547 I.2d 566, 192 USPQ 486 (CCPA 1977).

J7CER 1.601(i) includes the possibility that an interference
may include more than one unexpired patent. The PTO does not
have jurisdiction to determine interferences involving only
patents, since 35 U.S.C. 291 grants the jurisdiction to the courts.
However, if the examiner discovers two or more patents which
are claiming the same invention as an application, an interfer-
ence may be instituted between the application and the patents.
The group dircctor’s approval must be obtained before an
interference involving multiple patents will be declared,

When an interference with a patent is proposed it should be
ascertained before any steps are taken whether there is common
ownership. Note >MPEP< § 804.03. A title report must be
placed in both the application and the patented file when the
papers for an interference between an application and a patent
are forwarded. To this end the examiner, before initiating an
interference involving a patent, should refer both the application
and the patented file te the Assignment Division for notation as
to ownership,

PATENT IN DIFFERENT GROUP

When an applicant secks to provoke an interference with a
patent classified in another group, the propricty of declaring the
nterference is deeided by and the interlerence is intiated by the
group where the patent is classified. In such a case, it may be
necessary to vansfer the application, including the drawings,
temporarily to the group which will initinte the interference,

Under »37 CFR< 1606, at the time an interference is
declared a reburtable  presuription will exist that any patent
claim designated to correspond to a count does not embrace
separaie patentable inventions. Morcover, at the time the inter-
ferenee is declared, no count will be narrower in scope than the
broadest patent claim designated Lo correspond to that count,
The presumption is rebuttable  and may be challenged and
overcome by g motion under >37 CFR< 1633(¢).

2307 Applicant Requests Interference With a
Patent [R-9]

I7CER 1607 Request by applicant for interference with patent.
() An applicant may seck to lave an interference declured
between an spplication and an unexpired patent by,

(1) = identifying the patent,

(2)« presenting a proposed count, »

() identifying at least one<*# ¢luim =in the patent< cogrespond-
ing fo the proposed count »,

(1) presenting at least one claim corresponding <¥* to the pro-
posed count zor identifying at least one clvim already pending in his o
her application that cosresponds to the proposed count, and, if any
chainy of the patent or application identified as corresponding to the
proposed count does not correspond exactly 1o the proposed count,
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axplaining why each such claim corresponds to the proposed countg,
and ¥»
(5)< applying the terms of *>any< application cluwm
>(i) identified as< corresponding 10 the count »und
(ii) not previously in the application< o the disclosure of the ap-
plication,

(b) When an applicant secks an interference with a patent, exami-
nation of the application, including any appeal to the Board, shall be
conducied with special dispatch within the Putent and Trademark
Office. The examiner shall determine whether there is interfering
subject raatter claimed in the application and the patent which is
patentable to the applicant subject to a judgment in an interference, If
the examiner determines that there is any interfering subject matier, an
interference will be declared. 1f the exwminer determines that there is
no interfering subject maiter, the examinor shall state the reasons why
un interference is not being declared and otherwise act on the applica-
tion,

(¢) When an applicun presents @ claim which corresponds exactly
or substuntiglly to a claim of & patent, the applicant shall identify the
patent and the number of the patent claim, unless the claim is presented
in response to a suggestion by the examiner, The examiner shall notify
the Commissioner of any instance where an epplicant fails to identify
the patent,

() Anotice that an applicaat is seeking to provoke an interference
with a patent will be pleced in the file of the patent and a copy of the
notice will b sentto the patentee. The identity of the applicant will not
be disclosed unless an interference is declured, I & final decision is
madenotto declare an interference, a notice to thateffect will be placed
in the patent file and will be sent to the patentee.

149 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985;
paragraph (n) amended 53 FR 23735, June 23, 1988, effective Sept. 12,
1988))

fl Il
A X N\

Examiners should note that 37 CFR 1.607 requires that
examination of a application in which applicant seeks an intes-
ference witha patent "shall be conducted with special dispatch."

>Sce MPEP § 708.01.<

2307.01 Presentation of Claims Corresponding
to Patent Claims Not a Response to
Last Office Action [R-2]

The preseniation of claims corresponding 1o chums ol a
patent when not suggested by the Office does not constitute a
response to the last Office action unless the last Office action
relicd solely on the patent for the rejection of all the claims
rejected in that action,

Under 37 CFR 1,615, upon declaration of an interference, ex
parte prosecution of an application involved in the interference
is susperded and any outstanding Office actions are considered
as withdrawn by operation of the rule, Ex parte Peterson, 49
USPQ 119 (Comm'r Pat  1941). Upon termination of the
interference, the examiner will reinstate the action treated as
withdrawn by operation of 37 CFR 1.615 and st o statutory
period for response.
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2307.02 Rejection of Claims Corresponding to
Patent Claims [R-9]

** When claims corresponding to claims of a patent are pre-
sented, the application is taken up at once and the examiner
>must determine whether the presented claims are patentable to
the applicant. If they are not, they should be rejected on the
appropriate ground(s). However, as long as onc of the presented
claims is patentable to the applicant and is claiming the same
invention as at least one claim of the patent, an interference
should be declared.

The ground of rejection of the patented claims may or may
notalsobe apulicable tothe claims inthe patent; ifitis, any letter
including the rejection must have the approval of the group
director, Sce MPEP 1003, item 10,

An interference will not be declared where the examiner is
aware of a reference for the claims which correspond to the
patent claims, even if it would also be applicable to the patent.
If suchareference is discovered while an interlerence involving
apatentis pending, the examiner should call the reference to the
attention of the examiner-in-chief in charge of the interference,
for possible action under 37 CFR 1,641, <**

Examptes of * grounds of rejection >which would not also
be applicable to the patent< are insufficient disclosure in the ap-
plication, a reference whose date is junior to that of the patent,
or because the claims are barred to applicant by the second para-
graph of 35 U.S.C. 135, which reads: “() A claim which is the
same as, or for the same or substantially the same subjcct matter
as, a claim of an issuced patent may not be made in any
application unless such a claim is made prior to one year from
the date on which the patent was granted.” Sce Ex parte Fine,
217 USPQ 76 (Bd. App. 1981). The anniversary date of the
issnance of a patent is “prior to one year from the date on which
the patent was granted™, Switzer v, Sockman, 333 F.2d 935, 142
USPQ 226 (CCPA 1964), It should be noted thatan applicantis
permitted to copy a patent claim outside the year period if he >or
she< has been claiming substantially the same subject matter
within the year timit. Sce Thompson v, Hamilton, 152 F.2d 994,
6B USPQ 161 (CCPA 1946) Inre Frey, 182 .20 184, 86 USPQ
99 (CCPA 1950); Andrews v. Wickenden, 194 F.2d 729, 93
USPQ 27 (CCPA 1952); Inre Tanke, 213 F.2d 551, 102 USPQ
O3 (CCPA 1954); Emerson v. Beach, 215 F.2d 290, 103 USPQ
45 (CCPA 1955); Rieser v, Williams, 255 1. 2d 419, 118 USPQ
96 (CCPA 1958); Stalego v. Heymes, 263 F.2d 334, 120 USPQ
473 (CCPA 1959);, Corbetr v, Chisholm, 568 F.2d 759, 196
USPQ 337 (CCPA 1977),

>1f the paient has a filing date carlier than the application,
see MPLEP § 2308.01.<

37 CFR LOOT() requires that “When an applicant seeks an
interference with a patent, examination of the application,
including any appeal to the Board, shall be conducted with
special dispatch within the Patent and Trademark Office.”
Therefore, when all the claims presented are rejected®* the
examiner sets atime limitforreply, not less than thirty days, and
all subsequent actions, including action of the Board onappeal,
are special, Faiture to respond or appeal, as the case may be,
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within the ume fixed, will, in the absence of a satisfactory
showing, be deemed a disclaimer of the inveation claimed.

While the time limit for an appeal from the final rejection of
a claim corresponding to a patent claim is usually sct under the
provisions of 37 CFR 1.607(b), where the remainder of the case
is ready lor final action, it may be advisable to set a shortened
statutory period for the entire case in accordance with 37 CFR
1.134.

The distinction between a limited time for reply under 37
CFR 1.607(b) and a shortened statutory period under 37 CFR
1.134 should not be lost sight of. The penalty resulting froin
failure to reply within the time limit under 37 CFR 1.607(b) is
loss of the claim or claims involved, on the doctrine of dis-
claimer, and this is appealable; while failure to respond within
the set statutory period (37 CFR 1.134) resufts in abandonment
of the entirc application. This is not appealable.

The rejection of claims presented for interference with a
patent sometimes creates a situation where two different periods
for response are running against the application - one, the
statutory period dating from the Iast full action on the casc: the
other, the limited period set for the response (o the rejection
(cither first or final) of the presented claims. This condition
should be avoided where possible as by sctting a shortened
period for the entire case, but where unavoidable, it should be
emphasized in the examiner's letter,

In this connection itis to be noted thata reply to a rejection
or an appeal from the final rejection of the presented claims will
not stay the running of the regular statutory period if there is an
unanswered Office action in the case at the time of reply or
appeal, nor does such reply or appeal relieve the examiner from
the duty of acting on the case if itis up for action, when reached
in its regular order,

Where an Office action scts a time limit for response (o or
appeal from that action or a portion thereof, the examiner should
note at the end of the letter the date when the time limit period
ends and also the date when the statutory period ends. Sce
>MPEP< § 710.04,

§ 11.12 Rejection of claim corresponding 1o proposed count

Claim | 1] of this application has been copied by the applicant from
U.8. patent No. [ 2]. This claim is not patentable to the applicant because
[31.

Aninterference cannot be initiated since a prerequisite for interfer-
ence under 37 CFR 1,606 is that the elaim be patentable to the applicant
subject 1o a judgment in the interference.

Examiner Note:
This puragraph must be preceded by a rejection of the claim,

§ 11.13 Claims not copied within one year
Claim [ 1] rejected under 35 U.S.C. 135(b) as not heing made prior
to one year frem the date on which ULS. patent |2} was granted.

§ 11.14 Copied claimy drawn to different invention

Claim | 1] of this application is asserted by applicant to correspond
1o claims of U.S. patent (2],

The examiner does not consider (his claim 10 be directed to the
same invention as that of U.S, patent [3] beeause [4]. Accordingly, an
interference cannot be initiated based upen this claim.
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2307.03 Presentation of Claims for Interference
With a Patent, After Prosecution of
Application is Closed [R-2}

An amendment presenting a claim 1o provoke an interfer-
ence in an application not in issuc is usually admitted and
promptly acted on. However, if the case had been closed to
further prosccution as by final rejection or allowance of all the
claims, or by appeal, such amendment is not entered as a matter
of right.

An interference may result when an applicant presents
claims to provoke an interference with a patent which provided
the basis for final rcjection. Where this occurs, if the rejection
in question has been appealed, the Board of Patent Appeals and
Interferences should be notified of the withdrawal of this
rejection so that the appeal may be dismissed as to the involved
claims,

Where the prosecution of the application is closed and the
presented claimsrelate toan invention distinet from that claimed
in the application, entry of the amendment may be denied (Ex
parte Shohan, 1942 C.D. 1 (Comm’r Pat. 1940)). Admission of
the amendment may very properly be denied in a closed appli-
cation, if prima facie, the claims arc not supported by the
applicant’s disclosure. An applicant may not have recourse to
presenting a claim corresponding to a patent claim which
applicant has no right 1o make as a means 1o reopen or prolong
the prosccution of his »or her< case. Sce >MPEP< § 714.19(4).

AFTER NOTICE OF ALLOWANCE

When an amendment which includes onc or more claims
presented to provoke an interference with & patent is received
after the Notice of Aliowance and the cxaminer finds onc or
more of the claims patentable to the applicant and an interfer-
ence o exist, the examiner should prepare a letier, requesting
that the application be withdrawn from issue for the purposc of
interference, This letier, which should designite theclaimsto be
involved, together with the file and the proposed amendments,
should be sent to the group dircclor.

When an amendment which includes one or more claims
presented 1o provoke an interference with a patent is reccived
after Notice of Allowance, and the examiner finds basis for
refusing the interference on any ground, the examiner should
make an oral report to the supervisory primary examiner of the
reasons for refusing the requested interference, Notification to
applicant is made on Form PTOL-271 if the entirc amendinent
or a portion o+ the amendment (including all the presented
claims) is refused. Form paragraph 11.01 should be employed
10 express the adverse recommendation as o the entry of the
presented claims,

2307.04 Presentation of Claims For
Interference With a Patent Involved in
a Reexamination Proceeding [R-9]
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An interference will not be declared with a patent which is
involved in an recxamination proceeding cxcept upon specific
authorization from the Office of the Assistant Commissioner for
Patents. When an amendment is filed in a pending application
presenting claims for the purpose of interference with a patent
involved in a reexamination procceding, the owner of the patent
must be notificd (see 37 CFR 1.607(d)). The applicant must
identify the patent under reexamination with which interference
is sought. The claims may berejecied on any applicable ground,
including, if appropriate, the prior art cited in the reexamination
procceding. Prosccution of the application should continue as
far as possible, but if the appiication is placed in condition for
allowance and still contains claims which interfere with the
patent under reexamination, further action on the application
should be suspended until the reexamination proceeding is
icrminated. See >MPEP< § 2284,

§ 11.15 Patent claims undergoing reexamination

This application contains claims which conflict with the claims of
U.S. patent No. [1), now involved in a resxamination proceeding,

Prosecution in this application is SUSPENDED UNTIL TERMI-
NATION OF THE REEX AMINATION PROCEEDING.

Applicont should inquire as to the status of this application six
months from the date of this letter.

Examliner's Note:
This paragraph should only be used when the application is
otherwise. in condition for allowance.

2307.05 Corresponding Patent Claims Not
Identified [R-2]

37 CFR 1.607(c) requires that “when an applicant presents
aclaim which corresponds exactly or substantially to a claim of
a patent, the applicant shall identify the patent and the number
of the patent claim, unless the claim is presented in response o
a suggestion by the cxaminer.”

This requirement of 37 CFR 1.607(c) applies to claims pre-
sented in an application at the time of filing as well as to claims
presented in an amendment to a pending application. If an
applicant, attorncy, or agent presents a claim corresponding
cxactly or substantially to a patent claim without complying
with 37 CFR 1.607(c) the examiner may be led into making an
action different from what would have been made had the
examiner been in possession of all the facts. Therefore, failure
to comply with 37 CFR 1.607, when presenting a claim corre-
sponding t0 a patent claim, may result in the issuance of a
requirement for information as to why an identification of the
source of the claim was not made.

The examiner should require the applicant to supply a full
identification of the copiced patent claims by using Form Para-
graph 11.10.

§ 11.10 Failure to identify source of patens claims

Claim [1] of this application has apparently been copicd from a
U.S. patent without being suggesied by the examiner, The patent
number and the number of the copiced claim have not been properly
identified. 37 CFR 1.607(c).
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Applicant is required 1o identify the patent and claim numbers and
supply information explaining why s complete identification of the
copicd patent claim(s) has not been presented. Following applicant's
response to this requirement or the abandonment thereof, the applica-
tion will be forwarded by the examiner to the Office of the Assistant
Commissioner for Patents for appropriate review as noted under 37
CFR 1.607(c). '

APPLICANT IS REQUIRED TO RESPOND TO THIS RE-
QUIREMENT WITHIN ONE MONTH FROM THE DATE OF THIS
LETTER TO AVQID ANY QUESTION OF ABANDONMENT.

Examiner's Note:
The primary examiner must refrain from commenting as 1o the
reasons for applicant’s faiturc to disclose the U.S. patentidentification.

After the applicant’s responsce or abandonment of the appli-
cation, the examiner is required to “notify the Commissioner of
any instance where an applicant fails to identify the patent”
under 37 CFR 1.607(c). The examiner’s notification should be
in the form of a memorandum dirccted to the Office of the
Assistant Commissioner for Patents. The memorandum must be
accompanied by the application and a copy of the patent from
which the claim(s) was copicd.

2307.06 Preseniation of Claims for Interference
With a Patent, Patentee Must be
Notified [R-9]

When an applicant sceks 10 provoke an interference with a
patent, 37 CFR 1.607(d) requires that the patentee be notificd (1)
when the attempt 1o provoke the interference is first made, and
(2), if an interference is not declared, of the final decision not to
declare an interference.

This regulation provides & patentee with notice assoon asan
applicant auempts to provoke an interference with the patent so
that the patentee can preserve the invention records from the
moment the notice is received until the time, in some instances
many years later, when the interference is uftimately declared
between the patentee and the applicant.

Form Paragraphs 11.19 and 11.20 should be used 10 notify
the patentee,

§ 11.19 Notice to patentee, Interference sought

You are hereby notificd under 37 CFR 1.607(:1) that an applicant
is secking to provoke an interference with your patent No, {1].

The identity of the applicant will not be disclosed unless an inter-
ference is declared.

If & final decision is made nol to declare an interference, a notice
to that effect will be placed in the patent file and will be sent to the
pateniee,

If a n interference is declared, notice thereof will be made under 37
CFR 1611,

§ 11.20 Notice to patentee, Interference not declared

Notice was communicated to you under 37 CFR 1.607(d) on |1}
that an applicant was secking to provoke an interference with your U.S,
patent No. [2].

A final determination of this issuce has resulted in a decision not to
declare an inerference,
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No inquirics regarding the identity of the applicant will be enter-
tained.

Examiner's Note:
In bracket t, insert the date of mailing of the eurlier notice tha
claims had been copied from the patent.

It is anticipated that patentees may make inquirics as to the
status of the application after the first notification has been
received. Since the group having responsibility for the applica-
tion will be indicated on the letter and the letter will not contain
any information pertaining to that application, it will be neces-
sary for cach examining group o cstablish and maintain some
type of permancnt record. The type of permanent record is left
to the discretion of the group director. This permanent record
must be independent of the application file and the patented file
in order to provide adequate information for patentee inquiries
relative to non-receipt of cither a second notice or a notice of
declaration of interference either before or after cither is mailed
from the Patentand Trademark Office. Additionally, the perma-
nent record must associate the appropriate patent number and
the scrial number of the application. This record could be a
separate group file for »37 CFR< 1.607(d) notices sent o
patentees having appropriate identification of the patent and
application.

In summary, a 37 CFR 1.607(d) notice (Form paragraph
11.19) is prepared by a person in the group having jurisdiction
over the application atiempting o provoke an interference with
apatent. The original is placed of record in the patented file, one
copy is sent to the patentee, and an entry is made in the
permancnt group record for 37 CFR 1.607(d) notices. if a final
decisionis made thatno interference will be declared, a primary
examiner will prepare and sign a 37 CFR 1.607(d) notice (Form
paragraph 11.20),

The original of this notice is entered of record in the patented
file, one copy is sent to the patentee, snd another entry is made
in the permanent record for 37 CFR 1.607(d) notices. If an
interference is to be instituted, the declaration of interference
notice will be sent by an examiner-in-chicf and no additional
form will be sent by the examiner,

ALTHOUGH THE PERMANENT RECORD FOR >37
CFR< 1.607(d) NOTICES INCLUDES IDENTIFICATION
BOTH OF THE PATENT AND APPLICATION, THE PAT-
ENTEE CANNOT AND SHOULDNOTBEGIVEN ANY IN-
FORMATION CONCERNING THE PARTY OR APPLICA-
TION ATTEMPTING TO PROVOKE AN INTERFERENCE
UNLESS ANDUNTIL AN INTERFERENCEIS DECLARED.,
JSUS.C. 122,

2308 Interfercence between an Application and
a Patent; Prima Facie Showing by
Applicant [R-9]

37 CFR 1608  Interference between an application and a patens;
prima facie showing by applicans.

(1) When the cazlier of the filing date or effective filing date of an
application is three months or less after the earlier of the filing date or
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effective filing date of a patent, the applicant, before an interlerence
will e declared, shall file an affiduvitalleging thot thers is a basis upon
which applicant is entided 1o & judgment relative 10 the patentes.

(b} Whenthe earlier of the filing dute or the effective filing date of
an application is more than three months after the earlior of the filing
dute ov the effective fiting dite under 35 U.S.C. 120 of a patent, the
applicant, before an interference will be declared, shall file (1) ovi-
dence which may consist of patents or printed publications, other
docutients, and one or more affidavits which demonstrnts that appli-
cantis prismafocie entitled to o judgmont relative to the patontee and (2)
an explanation stating with particnlarity the basis upon which the
applicantis prima facie eatitled 1o the judgmont, Where the basis upon
which an applicant is entitled to judgment relative 10 a patenteo is
priority of invention, the ovidence shall include affidavits by the
applicant, if possible, and one or mare corrobornting witnessas, sup-
ported by documentary evidenee, if available, each setting out o factunl
description of nets and circumstances performed or observed by the
aftiant, which colleetively would prima facie entitle the applicant to
Judgment on priority with respect o the earlier of the filing date or
effective liling date of the patent. To facilitate preparation of a record
(§ 1.653 (g) and (h)) for final hearing, na applicant should file aflidavits
onpaper whichis 8 1/2x 11 inches (21.8 by 27.9 cm.). Thesignificance
of uny printed publication or other document which is self-authenticnt-
ing within the meaning of Rule 902 of the Pederal Rules of tvidence
or § 1L,671(d) and any patent shall be discussed in an affidavit or the
explangtion. Any printed publication or other document which is not
sell-authenticating shall be authenticaicd and discussed with particu-
tarity in an affidavit. Upon ashowing of sulficient cause, an affidavit
miay be based on information and belief, I an examiner findy an
application to be in condition for declaration of an interference, the
examiner will consider the ovidence and explanation ¢ 10 the extent
of determining whether a basis upon which the application woukl be
entitled o g judgment relative to the patentee is alleged ond, it « basis
is alleged, an interference may be declared,

[49 FR 48416, Dee. 12, 1984, added effective Feb, 11, 1985}

Under =37 CFR< 1,608, the PTO will continue the previous
practice under deleted 37 CIFR 1.204(c) of requiring an appli-
cant seeking to provoke an interference with o patent to submit
evidence which demonstrates that the applicant is prima facie
entitled to a judgment relative to the putentee. Evidence would
be submitted only when the cardier of the filing date or effective
filing date of the application is more than three months after the
sarlier of the [iling dute or effective filing date under 35 U.S.C,
120 of the patent. The evidence may relate to patentability and
need not be restricted to priority. When the evidenee (1) consists
of prior prirted publications and patents and (2) shows that the
¢laims of the application are not patentable, the claims in the
application would be rejected and the applicant could file a
request for reexamination of the patent.

2308.01 Patent Has Filing Date Earlier than
Application [R-9)

When an applicant attempts to provoke au interference with
a patent, the examiner must determine the effective filing dates
of the application and of the patent., only the patent’s effective
United States filing date will be considered. Any claim of
forcign priority by the patentee under 35 US.C. HY will nothe
taken into account when determining whicther ornot an interfer-
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ence should be declared, in order to be consistent with the
holding in In re Hilmer, 359 F.2d 859, 149 USPQ 480 (CCPA
19606) o the effect that the efiective date of & United Suates
patent as a reference is not efiected by the foreign filing date w
which the patentee is entitled under 35 US.C. 119, If the
patentee is determined to be entitled to the benefit of a prior
United States application as to claimed subject matter involved
in the interference, that application must be listed on the PTO-
850 form (sce >MPEP< § 2309).

It the clfective date of the applicaat is three months or less
than that of the patented application, the applicant must subinit
an affidavit or declaration alleging that there is a basis  upon
which applicantis entitled to a judgment refative to the patentee,
37 CFR 1L60B(). The aftidavit or declaration may be made by
persons other than the applicant, See >MPEP< § 715.04,

It the effective filing date of the application is more than
three months after the effective filing date of the patent, 37 CFR
£.608(b) requires that the applicant must file (1) evidence, such
as patents, publications and other documents, and one or more
affidavits or declarations which demonstrate that applicant is
prima facie entitled to a judgment relative to the patentee, and
(2) an explanauon stating with particularity the basis upon
which the applicant is prima facie entitled to the judgment,

If an applicant is claiming the sam¢ invention as a patent
which has an cardier effective United States filing date butis not
a statatory bar against the application, and the applicant has not
submitted the items required by 37 CIFR 1.608(a) and (b), (as
approprizate), the application should e rejected under 35 ULS.C.
102(¢)/103. A siatement shounld be included in the rejection that
the patent cannot be overcome by an affidavit or declarution
under 37 CEFR 1131 but only through interference proceedings.
Note, however, 35 U.S.C. 135(b) and >MPEP< § 2307.02, The
applicant should also be advised that an affidavitunder 37 CFR
LO0&) or cvidence and an explanation under 37 CFR
1.608(b)as appropriate) must be submited and it should be
stated, if applicable, that the patentee has been accorded the
benefit of an carlier ULS, application. —

1f the applicant does not agree he or she is claiming lhc same
invention as the patent, and files an affidavit under 37 CFR
1131, the rejection should be repeated and made final, The
rejection should specify what the count or counts of the interfer-
ence between the apphication and the patent would be, If the
applicant still disagrees with the examiner, the rejection may be
appealed to the Board of Patent Appeals and Interferences, and
the question of whether the applicution and the reference patent
are cluiming the same invention may be argued on appeal,
mnasmauch as the 37 CFR 131 affidavit cannot be considered
unless the applicant is found to be claiming an invention which
is ptentably distinet from that ¢laimed in the patent. Sce fn re
Hidy, 303 .24 954, 133 USPQ 650 (CCPA 1962) and In re
Clark, 457 1.2d 1004, 173 USPQ 359 (CCPA 1972).

2308.02 Showing Under 37 CIFR 1.608(b) [R-9]

The showing under 37 CER 1.608(b) must be such as to
show that the applicant is prima facie entitled 10 a judgment
relative to the patentee. Sinee 35 U.S.C. 135(a), as amended by
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Public Law 98-622, now gives the Board jurisdiction in an
interference proceeding over questions of both priority and
patentability, the 37 CER 1.608(b) showing need not attempt 1o
show prior invention by the applicant, but may instead demon-
strate that the applicant wonld be entitled 10 a judgment against
the patentee on a ground of unpatentability (as, for example, that
the claims of the patent which will correspond to the count or
counts are unpatentable over prior art or prior public use, or that
the patent does not comply with 35 U.S.C. 112),

Anapplicantin preparing affidavits or declarations under 37
CIFR 1.608(b) to provoke an interference with a patentee whose
clfective U.S. filing date antedates the applicant’s by more than
three months, should have in mind the provisions of 37 CFR
1.617, and cspecinlly the following:

L. That after these affidavits or declarations are forwarded
by the primary cxaminer for the declaration of an interference
they will be examined by an examiner-in-chief,

2. 1t the affidavits or declarations fail to establish that
applicant would prima fucie be entitled to a judgment relitive to
the patentee, an order will be issued concurrently with the notice
of interference, requiring applicant to show cause why summary
judgment should not be entered against the applicant.

3. Additional evidence in response to such order will not be
considered unless justified by a showing under the provisions of
37 CFR 1.617(b). If the applicant responds, the applicant must
serve the patentee and any other opponents with a copy of the
onginal showing under 37 CFR 1.608(b) and of the response,
and they will be entitled o present their views with respect
thereto (37 CFR 1.617(d)).

4, Allaffidavits or declarations submitted must describe acts
which the affiants performed or observed or circumstances
observed, such as structure used and results of use or lest, except
on a proper showing as provided in 37 CFR 1.608(b). State-
ments of conclusion, for example, that the invention of the
counts was reduced to practice, are generally considered to be
notaceeptable. It should also be kept in mind that documentary
exhibits which are not self-authenticated must be authenticated
and discussed with particularity by an affiant having direct
knowledge of the matters involved. However, itis not necessary
ihat the exact date of conception or reduction to practice be
reveiled in the affidavits, declarations, or exhibits if the affida-
vits or declarations aver observation of the necessary acts and
fucts, including documentation when available, before the
patentee’s cffective filing date. On the other hand, where
reliance is placed upon diligence, the affidavits or declarations
and documentation shoutd be precise as to dates from a date just
prior 1o patentee’s effective filing date. The showing should
relute to the essential factors in the determination of the question
of priority of invention as set out in 35 U.S.C, 102(g).

5. The explanation required by 37 CFR 1,608(b) should be
in the nature of a brief or explanatory remarks accompanying an
amendment, and shoukd set forth the manner in which the
requitements of the counts are satistied and how the require-
ments for conception, reduction to practice or ditigence are met,
or otherwise explain the basis on which the applicant is prima

Sacie entitled to a judgment.
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6. Published decisions of the Count of Customs and Patent
Appeals and the Board of Patent Interferences concerning the
quantum of proof required by an applicant to make out a prima
facie showing entitting the applicant to an award of priority with
respectiothe filing date of apatentsoas toallow the interference
o proceed, 37 CFR 1.617(a), second sentence, include Kistler
v. Weber, 412 F.24 280, 162 USPQ 214 (CCPA 1969); Schwab
v. Pittman, 451 F.2d 637, 172 USPQ 69 (CCPA 1971); Murphy
v. Eiseman, 166 USPQ 149 (Bd. Pat. Int. 1970); Goloia v.
Strom, 489 F.2d 1287, 180 USPQ 396 (CCPA 1974); Horvitz v.
Pritchard, 182 USPQ 505 (Bd. Pat. Int, 1974); Azar v. Burns,
188 USPQ 601 (Bd. Pat. Int. 1975) and Wetimore v. Quick, 536
F. 2d 937, 190 USPQ 223 (CCPA 1976).
As noted above, the evaluation of a showing under 37 CFR
1.608(b) is made by an cxaminer-in-chief. However, when a
showing under 37 CFR 1.608(b) is filed, the examiner must
inspect it 1o determing whether the applicant is relying upon
prior invention or unpatentability as a basis for the showing. If
the applicantalleges priorinvention, theexaminer should merely
determine that at least one date prior o the effective filing date
of the patent is alleged; if so, the examiner should proceed to
institute the interference as described in >MPEP< § 2309. If the
showing is based on alleged unpatentability of the patent claim
or claims, the examiner should determine whether any ground
of unpatentability alleged is such that it would also apply to the
applicant; for cxample, if the applicant alleges that the claims of
the patentare statutorily barred by areference which would also
be a bar to the applicant. If the examiner finds that an alleged
ground of unpatentability would also apply to the applicant, the
interference should not be declared and the applicant’s claims
whichare drawn to the same invention as the claims of the patent
should be rejected on this admission of unpatentability, without
regard to the merits of the matter. Compare Ex parte Grall, 202
USPQ 701 (Bd. App. 1978). Although the applicant may wish
to conicst the question of whether the common invention is
pateniable to the patentee, an inferference cannot be declarcd
unless the common invention is patentable to the applicant,
Hilhorn v, Dann, 546 F.2d 401, 192 USPQ 132 (CCPA. 1976).
If the alleged unpatentability is based on patents or printed
publications, the applicant may still be able to file 4 request for
reexamination of the patent under 35 U.S.C. 302,

2308.03 Patent has Filing Date Later Than
Application [R-9]

Although a patent which has an cffective U.S. filing date
later than the effective filing date of an application is not prior
art against that application, the application shculd not be issued
if the application and patent contain claims 1o the same paient-
able invention. In order to avoid the issuance of two patents o
the same pateniable invention, the examiner should take steps to
institute an interference between the application and the patent,

If the application contains at least onc allowable claim
drawn to the same patentable invention as at least one patent
claim, the examiner may initiate the interference by proceeding
as described in >MPEP< § 2305.
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It the application discloses, but does not claim, an invention
claimed in the patent, so that a patent could be granted to the
applicant without an interference proceeding, the patent should
only becited to the applicant> The applicant can then determine
whether to present claims 1o provoke an interference with the
patent,

2309 Preparation of Interference Papers by
Examiner [R-9]

37 CFR 1.609 Preparation of interference papers by examiner,
When the examiner determines that an interference should be de-
clared, the examiner shall forward (o the Board:
(1) All relevant application and patent files and
() A statement identifying:

(1) The proposed count or counts;

(2) The claimis of any application or patent which correspond 10
each count, stating whether the claims correspond exactly or substan-
tially to each couny;

(3) The claims in any application which are deemed by the
examiner (o be patentable over any count; and

(4) Whether an applicant or patentee is entitled to the benefit of
the filing date of an earfier application and, if so, sufficient information
o identify the carlier :?plicmi()n.

(49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985)

>37 CFR< 1,609 sets forth what an examiner shatl forward
to the Board when an interference is deciared. For the most part,
>37 CFR< 1.609 continues previous practice. However, under
>3TCIFR< .6()5(!))(3). the examiner must identify all claims of
an application which the cxaminer believes are patcaiable over
the proposed counts, Thus, a claim in an application will cither
correspond 1o a count or will be indicated as being patentable
over the count. For instance, in example 3, >MPEP< § 2309.01,
the examiner must indicatce that (13 claims 1 and 2 of application
Fand claims 11 and 12 of application F correspond 1o the count
and (2) claim 3 of application E defines a separate patentable
invention from the count.

2309.61 Formulation of Counts [R-2)

Before preparing the “Interference-Initial Memorandum”
(Form PT0O-850), the examiner must determine precisely what
the count or counts of the interference will be. Unlike previous
practice, under the revised rules (37 CFR 1601 - 1.688) the
yuestion of whether the interference involves a patent is essen-
tially irrelevant (o the formation of the counts.

In formulating the countor counts, the cxaminer must decide
two interrelated questions: (1) how many counts will there be,
and (2) what will the scope of each count be, The following
principles should be kept in mind:

1. Each count must be drawn to a separate patentable
invention, that isto say, the invention defined incach count must
not be the same as, or obvious over, the invention defined inany
other count. However, a count may properly be included if it is
unobvious over another count, cven though the reverse might
not be true. For example, & count to a species and a count (o a

Rev. 9, Sept. 1988

MANUAL OF PATENT EXAMINING PROCEDURE

genus might properly both be included in the interference if the
species is patentable over the genus, cven though the genus
might not be patentable, given the species.

It is expected that most interferences will involve only one
count or & very small number of counts, in view of the require-
ment of scparate patentability.

2. A count should normally he sufficiently broad as to en-
compass the broadest corresponding patentable claim of cach of
the parties. However, a situation may aris¢ where the examiner
considers that an applicant’s corresponding claim includes not
only the common invention, but also another invention; in that
case, the count should be limited to the common invention, and
may be narrower than the corresponding claim which recites the
additional invention, Note that 37 CFR 1.606 provides that a
count may not initially be narrower in scope than any patent
claim which corresponds to it; this does not preclude later
substitution of a count which is narrower than the patent claim,
as a result of a preliminary motion under 37 CFR 1.633(c).

3. A count may not be so broad as to be unpatentable over the
prior art. If a count cannot be made sufficiently broad in scope
as to embrace the broadest corresponding patentable claims of
the parties without being unpatentable, that would indicate
cither that the partie’s corresponding claims are unpatentable or
perhaps, if the partices' claims do not overlap, that they are drawn
10 two separately patentable inventions and there is no interfer-
ence in frct hetween them,

The following exaumples illustrate how counts should be for-
mulated. An examiner-in-chiel should be consulted in unusuat
sitnations which do not fit any of the examples,

Example 1. Application A contains patentable claim 1 (engine).
Application B containg patentable claim 8 (engine). If an interference
is declared, there will be one count (engine). Cloim 1 of application A
and claim 8 of apptication B would be designated to correspond 1o the
count.

Example 2: Application C contains patentable claim 1 (engine) and
2 (6-cylinder engine). Application D contains patentable claim 8 (en-
gine). An engine and & 6-cylinder engine define the same patentable
invention, If an interference is declared, there will be one count
(engine). Claims 1 and 2 of application C and claim 8 of application D
would be designated to correspond to the counl.

Example 3: Application E contains patentable claims 1 (engine), 2
(6-cylinder engine) and 3 (engine with a platinum piston). Application
F contains patentable cluims 11 (engine) and 12 (8-cylinder engine).
Claims 1 and 2 of application E and claims 11 and 12 of npplicstion F
define the same patentable invention, Claim 3 of application E defines
a patentable invention from claims 1 and 2 of application E and claims
11 and 12 of application F. If an interference is declared, there will be
one count (engine). Claims 1 nnd 2 of application E and ¢laims 11 and
12 of application F would be designated 10 correspond 1o the count,
Claim 3 of application E would not be designated 1o correspond to the
counl,

Example 4. Application G contains patentable claim 1 (engine), 2
(6-cylinder engine) and 3 (engine with a platinum piston). Application
H containg putentable claims 11 (engine) and 15 (engine with a
platinum piston). Claims 1 and 2 of application Q and claim 11 of
application H define the same patentable invention. Claim 3 of appli-
cation G and claim 15 of application I define & patentablo invention
from claims 1 and 2 of application G and claims 11 of application H.
If an imerference is declared, there will e two counis: Count 1 (engine)
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and count 2 (engine with a platinum piston), Claims 1 and 2 of
application G and claim 11 of application H would be designated to
correspond to the Couni 1. Claim 3 of application G and claim 15 of
application H would be designated to correspond to Count 2,

Example 5: Application § contains patentable claim | (engine), 2
(combination of an engine and a carburetor) and 3 (combination of an
engine, a carburetor, and acatalytie converter), Apphention K containg
patentable claims 31 (engine), 32 (combination of an engine and a
carburetor), and 33 (combination of an engine, a carburetor, and an air
filter). The engine, combination of an engine and carburetor, and
combination of an engine, carburetor, and air filter define the same
patentable invention. The combination of an engine, carburetor, and
catalytic convertor define o separate patentable invention from the
engine, If an interference is declared, there will be one count (engine).
Claims 1 and 2 of application J and claims 31, 32 and 33 of application
K would be designated to correspond to the Count. Claim 3 of
application § would not be designated as corresponding to the count,

Example6: The PTO will continueto follow Weldeck v. Lewis, 120
USPQ 88 (Comm'r. Pat. 1955). Application L, contains patentable
claims 1 (Markush group of benzene or toluene), 2 (benzene), and 3
(toluene). Application M contains pateniable claims 11 (benzene).
Benzene and toluene define the smne patentable invention. If an
interference is declared, there will be one count (Markush group of
benzene or toluene). Claims 1, 2 and 3 of application L and ¢laim 11 of
application M would be designited to correspond 1o the count,

Example 7: Aoplication N contains patentable claim 1 (benzene).
Application P containg patentable claim 11 (xylene). benzene and
aylene define the same patentable invention. If an interference is
declared, there will be one count (benzene or xylene). Claim | of
application N and claim 11 of application P would be designated to
correspond to the count.

Lxtmple 8. Application Q contains patentable claimy 1 (Markush
group of benzene or chloroform), 2 (benzene), and 3 (chloroform).
Application R contains patentable claims 33 (benzene). If benzene and
chlorofosm define the same patentable invention and an interference is
declared, there will be one count (Marks:h group of benzene or
chloroform), Claims 1, 2 and 3 of application Q and clsim 33 of
spplication B would be designated o correspond to the count, If
chloroform defines a separate patentable invention from benzene and
an interference is declared, there will be one count (benzene). Claims
I and 2 of application Q and claim 33 of application R would he
designated o correspond (o die count, Claim 3 of application @ would
not be designated to correspond to the count,

Example 9: Application § containg patentable claims 1 (Markush
group of benzene or chloroform), 2 (benzene), and 3 (¢hloroform),
Application T contains patentable claims 11 (Markush group of ben-
zencorchloroform), 12 (benzene), and 13 (chloroform). If benzene and
cliloroform define the same patentable invention and an interference is
declared, there will be one count (Markush group of benzene or
chloroform). Claims 1, 2 and 3 of application $ and claims 11, 12 and
13 of application T wonld be designated to correspond to the count. The
PTO will continue w adhere 1o Becker v. Patrick, 47 USPQ 314
(Comm'r, Pat. 1939), An interierence can have two counts only if one
count defines a separate patentable invention from another count, If
chloroform defines a separate patentable invention from benzene and
an interference is declared, there will be two counts: Connt 1 (benzenc)
and Count 2 (chloroform). Claims 1 and 2 of application $ and claims
1V and 12 of application T would be designated to correspond to Count
1. Claims { and 3 of application S and claims 11 and 13 of application
T would be designated to correspond to Count 2,

Example 10: Patent A contuns claim 1 (engine). Application U
containg patentable claim 11 (engine). i on interference is declared,
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there will be one count (engine). Claim 1 of patent A and claim 11 of
application U would be designated (o correspond to the count,

Example 11: Patent B contains claims § (engine) and 2 (6-cylinder
engine), Application V contains patentable claim 8 (engine). Anengine
and a 6-cylinder engine define the same patentable invention. If an
interference is declared, there will be one count (engine). Claims 1 and
2 of patent B and claim 8 of application V would be designated to
correspond to the count,

Example 12: Patent C contains claims 1 {engine), 2 (6-cylinder
engine), and 3 (engine with a platinum piston). Application W containg
patentable claims 11 (engine) and 12 (8-cylinderengine). Claims 1 and
2 of patent C and claims 11 and 12 of application W define the same
patentable invention. Claim 3 of patent C defines u sepurate patentable
invention from claims 1 and 2 of patent C and clwims 11 and 12 of
application W, If an interference is declared, there will be one count
(engine). Claims 1 and 2 of patentC and claims 11 and 12 of application
W would be designated to correspond io the count. Claim 3 of patent
C wonld not be designated to correspond fo the count,

Example 13 Patent D contains claims 1 (engine), 2 (6-cylinder
engine), and 3 (engine with a platinum piston). Application X contains
patentable claims 11 (engine) and 15 (engine with a platinum piston ).
Claims 1 wnd 2 of patent D and claim 11 of application X define the
same patentable invention. Claim 3 of patent D and claim 15 of
application X define a separate patentable invention from claims 1 and
2 of patent I and claims 11 and 12 of application X. If an interference
is declared, there will be two counts, Count 1 (engine) and Count 2
(engine with a platinam piston), Claims 1 and 2 of patent I3 and claim
11 of application X would be designated to correspond to Count 1.
Claim 3 of patent I3 and claim 15 of application X would be designated
to correspond to Count 2,

EFxample 14 Patent B contains claim 1 (Markush groupof benzene
or toluene), 2 (henzene), and 3 (toluene). Application Y contains pat-
entable claim 11 (benzene). Benzene and toliene define the same put-
entable invention. If aninterference is declased, there will be one count
(Markush group of benzene or toluene). Cluims 1, 2 and 3 of patent E
and claim 11 of upplication Y would be designated to correspond to the
count.

Example 15: Inthis example, the claims of patent E and applica-
tion Y of example 14 ure reversed. Patent E containg claim 1 (benzene).
Application Y contains patentable claim 11 (Markush group of ben-
7ene or toluene), 12 (benzene), and 13 (toluene). If an interference is
declared, the count will be the same as the count in Example 14 -
(Markush group of benzene or toluene). Claim 1 of patent E and claims
11,12 and 13 of application Y would be designated o correspond to the
count,

Example 16 The PTO will continue to follow cases such as Case
v. CPC International Inc., 730 7.2d 745, 221 USPQ 196 (Fed. Cir.
1984), cert. denied, 105 S. Cr. 233, 224 USPQ 736 (1984); Aclony v.
Arni, 547 F.ul 566, 192 USPQ 486 (CCPA 1977); and Notz v.
Ehrenreich, 537 F.2d 539, 190 USPQ 413 (CCPA 1976), and declare
interferences whero interfering patent and application claims are
mutually exclusive provided the claims define the same patentable
invention, Patent F contains claim 1 (enzene), Application Z containg
pateatable claim 11 (xylene). Benzene and xylene define the same
putentable invention. If an interference is declared, there will be ono
count (benzene or xylene). Claim 1 of patent F and claim 11 of
application 7 would be designnted te correspond to the count.

Example 17 It will be the practice of the PTO under 37 CFR 1.606
o initially declare interferences with counts which are identical to or
broader then patest claims which correspond to the counts, A single
patent claim will be presumed, subject to & motion under 37 CFR
1.633(c), not to define separate patentable inventions. Patent G con-
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tins claims 1 (Markush group of benzene and chioroform), 2 (ben-
sene), and 3 (chloreform). Application AA contains patentable claim
33 (benzene). If an interference is declared, initially it will be presumed
by the I'TO, subject to a later motion under 37 CFR 1.633(c¢), that
benzene and chloroform define the same patentable invention. There
will be one count (Markush group of benzene or chloroform). Claims
1, 2 and 3 of patent G and claim 33 of application AA would be
designated 1o correspond to the count, I a party believes benzene and
chloroform define separate patentable inventions, that party could file
amotion under 37 CFR 1.633(c) to redeline the count and the claims
corresponding to the counts,

Example 18: Patent H contains claims 1 (Markush group of
benzene and chloroform), 2 (benzene), and 3 (chloroform). Applica-
tion AI3 contains patentahle claims 11 (Markush group of benzene and
chloroform), 12 (benzene) and 13 (chloroform). Benzene and chloro-
form initially would be presumed, subject to 8 motion under 37 CFR
1.633(¢), 1o define the same patentable invention, because they were
recited as a Markush group in a single patent claim. I an interference
15 declured, there will be one count (Markush group of benzene or
chloroform). Claims 1, 2 and 3 of patent H and claims 11, 12 and 13 of
application AR would be designated o correspond to the count, If a
party believes benzene and chloroform deline separate patentable
inventions, the party conld move under 37 CFR 1.633(c) to substitute
a count (benzene) for (Markush group of benzene or <hloroform) and
to add a count (chloroform).

Example 19 Under 37 CER 1.606, the PTO will continue to follow
the practice announced in Ex parte Card and Card, 1904 C.D. 383
(Comm’r. Pat.), Patent J contains claim 1 (methodof mixing, grinding,
and henting). Application AC contains patentable claim 8 (method of
mixing and heating) and does niot disclose or claim a grinding step. In
the context of the inventions disclosed in patent J and application AC,
a method of mixing, grinding, and heating is the same patentable
invention as & method of niixing and heating. Under current practice,
it would be said that “grinding” is an “immaterial” limitation in claim
I of patent J. Under 37 CFR 1.606, the [uct application AC does not
disclose grinding would not preclude sn interference. If an interference
is declured, there will be one count (method of mixing and heating).
Claim } of patent J und claim 8 of application AC would be designated
to correspond to the count,

Example 20; 'The fucts in this example are the same s Example 18,
Assume thatapplicant AB believes that benzene and chloroformdefine
separate patentable inventions, Applicant AB would file & motion
under 37 CFR 1.633(c){(1) 10 substitute Count 2 (benzene) for Count §
(Markush group of benzene or chloroform) and add Count 3 (chloro-
form), If the examiner-in-chief grants the motion, the interference
would be redeclured by deleting Count | and substituting in its place
Counts 2 and 3. Claims 1 and 2 of the patent H and claims 11 and 12
of application AB will be designated 10 correspond to Count 2. Claims
1 and 3 of patent H and claims 11 and 12 of application AB will be
designated to correspond to Count 3. I one party proves priority with
respect W both henzene and chloroform, that party would be entitled to
all claims in its application or patent corresponding to Counts 2 and 3.
The other party would not be entitled 10 a patent containing any claim
corresponding to Counts 2 and 3. If patentee H praves priority with
respect o benzene and applicant AB proves priority with respect to
chloroform (assuming there was no issue raised at final hearing with
respect to the patentable distinetness of benzene and chlorofarm), the
judgment will provide that patentee H is not entitled to a patent with
claims 1 and 3, but is eatitled 1o a patent with claim 2 and that applicant
A} is not entitled to 4 patent with claims 11 and 12, but is entitled 1o
a patent with claim 13, If an issuc is properly raised at final heasing as
to whether benzene and chiloroform are the same patentable invention
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and the Board holds that they are the sume patentable invention, the
party proving the earliest priority as t cither benzene or chloroform
would prevail as to all claims. Thus, if patentee 1 invented benzene
before applicant AB invented benzene or chloroform, patentee H
would be entitled 1o a patent containing claims 1 through 3 even if
applicant AB invented chloroform before patentee H invented chloro-
form. Applicant AB would not be entitled to a patent with claims 11
through 13,

2309.02 Preparation of Papers - Initial
Memorandum [R-9]

The only paper preparcd by the examiner is the Initial
Memorandum (Form PTO-850) Revision 1/85 or later) ad-
dressed to the Board which provides authorization for prepara-
tion of the declaration notices. The later papers arc prepared in
the Service Branch of the Board,

A sample of a filled-out Form PTO-850 is shown below.

A separate form is used for cach count of the inicrference.
The form need not be typed unless the count is not identical to
any claim of any of the partics. If the count is identical to a claim
of onc of the partics, the number of that claim is circled. If the
count is not identical to any claim of any of the partics, the count
should be typed in the space provided on the form (an additional
plain sheet may be attached if needed).

Th~ files to be included in the interference should be listed
by last name (of the first listed inventor if application is joint),
serial number and filing date irrespective of whether an appli-
cation or a patent is involved,

The scquence of the listed applications is completely imma-
terial. If the examiner has determined that a party is entitled to
the benefit of the filing date of one or more applications (or
patents) as to the counts, the blanks provided on the form for
indicating this fact should be filled in as to all such applications.
It is particularly important to list 1l intermediate applications
necessary 0 provide continuity of pendency to the carliest
benefit application to which a party is entitled.

An applicant will be accorded the benefit of a forcign appli-
cation on the Form PT0Q-850 and the declaration notices only if
the papers required by 37 CFR 1.55, including a sworn transla-
tion, have been filed and the primary examiner has determined
that the applicant is in fact entitled to the benefit of such
application, A paicntee may be accorded the benefitof the filing
date of a forcign application in the notice of interference
provided he >or she< has complicd with the requircments of 37
CFR 1.55, has filed a sworn translation, and the primary exam-
incr has determined that at least one specics within the count
involved in the inierference is supported by the disclosure of the
foreign application. Note, however, that a patentee should not
be accorded the benelit of a foreign application if an application
in the interference has an effective filing date subsequent to the
filing date of the forcign application. Sec >MPEP< § 2308.01,

The claims in cach party s case which correspond and do not
correspond to the count must be listed in the spaces provided on
the form. A claim corresponds o a count if, considering the
count as prior art, the claim would be unpatentable over the
countunder 35 U.S.C. 102 or 103, If the examir:r is in doubt as
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o whether a party's claim does or does not correspond 1o a
count, it should be listed as corresponding to the count. If the
party disagrees with this listing, a motion may be filed under 37
CEFR L633(c)(4) during the interference to designate the claim
as not corresponding to the count,

Note that for eac s count, everyclaim ina party’s application
or patent must be designated as cither corresponding or not cor-
responding to the count. The fact that a claim may be under
rejection does not mean that it should not be designated. For
every claim of an application which is listed on the form, the
examiner mustindicate whetherornotthatclaim is allowable by
writing “(allowable)” or “(not allowable)” next to the claim
number(s). Atlcast onc of the claims designated as correspond-
ing to the count must be allowable.

If an involved case contains maltiple dependent ¢laims, the
examiner should be carcful to indicate which embodiments of
cach multiple dependent claim correspond or do not correspond
10 ¢ach count. An embaodiment of a multiple dependent claim
should not be circled on form PTO-850 as being the count, but
rather, the embodiment should be written out in independent
form in the space provided.

After Form PTO-850 is filled out for cach count of the
proposed interference, it must be signed by the primary exam-
iner in the space provided. The form must also be signed by the
group director, if the director’s approval is required (as when the
interference involves two applications whose effective filing
dates are more than 6 months apart).

When the form or forms are signed, they are forwarded to the
Board together with:

1. The file of cach U.S. application or patent listed on the
form(s), including afl applications or patents 6f which benelit is
heing claimed.

2. Arecenttitle report foreach of the involved application(s)
and patent(s).

If two of the partics have the same atlorney or agent, the

examiner wilf in a separate memorandum call the atention of

the Board 10 that fact when the Initial Memorandum is for-
warded, ‘The examiner-in-chicf, when the interference is de-
clared, can then take such action as may be appropriate under 37
CI'R 1.613(b).

2309.03 Affidavits and Declarations Retained
in File [R-2]

When there are of record in the file of the application
affidavits or declarations under 37 CFR 1,131 or 1.608, they
shiould not be scaled bat should be left in the file for considera-
tion by the Board. If the interference procecds normally, these
affidavits or declarations will be removed and sealed up by the
Service Branch of the Board and retained with the interference.

Affidavits and declarations under 37 CI'R 1,131 and 1.608
are available for inspection by an opposing party to an interfer-
ence after the preliminary motions under 37 CFR 1,633 are
decided, See 37 CFR 1.612(h).

Affidavits or declarations in the file of a patent are not
removed, inasmuch as they are available o the public since the
date the patent issued.
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2309.04 Record in Each Interference Complete
[R-2]

When there are two or more related interferences pending in
the Patent and Trademark Office, in order that the record of the
proceedings in cach particular interference may be separate and
distinct, all motions and papers sought to be filed therein must
be titled in and relate only to the particular interference to which
they belong, and no motion or paper can be filed in any
interference which relates to, or in which is joined, another
interference or matier affecting another interference.

2309.05 Consultation With Examiner-in-Chief
[R-2]

The examiner should consult with one of the examiners-in-
chief in any case of doubt or where the practice appears to be
obscure or confused. In view of their specialized experience
they may be able to suggest a course of action which will avoid
considerable difficulty in the future treatment of the casc.

2309.06 Interfering Subject Matter in “Secrecy
Order” Cases [R-9]

J7CFRS.3 Prosecutionof application under secrecy order; withhold-

ing patent.
XN

(b) An interference will not be declared involving national appli-
cations under secrecy order. However, if an applicant whose applica-
tion under secrecy order copies claims from an issued patent, s notice
of that fact will be placed in the file wrapper of the patent. (Sce §
1.205(c)).

Since declaration of an interference gives immediate access
1o applications by opposing parties, no interference will be de-
clared involving an application which has a sccurity status
therein (See >MPEP< §§ 107 and 107.02). Claims will be
suggested so that all partics will be claiming substantially
identical subject matter. When all applications contain the
claims suggested, the following letter will be sent o all partics:
“Claims 1, 2, cte. (including the conflicting claims and
claims not patentable over the application under sccurity
status) conflict with those of another application. However,
the security status (of the other application/of your applica-
tion) does not permit the declaration of an interference.
Accordingly, action on the application is suspended for so
long as this situation continucs.
“Upon removal of the sccurity status from afl applica-
tions, an interference will be declared.”

The letter should also indicate the allowability of the re-
maining claims, if any,

A notice that claims have been presented ina “security type”
application for the purpose of inter{erence with a patent should
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be placed in the patented file, Also, in accordance with 37 CFR
1.607(d), the patentee should be notificd. The question of an
interference is taken up upon termination of the “security status”
of the application in which patent claims are presented. The
suggested notices should be modificd accordingly.

The notices should be signed by the primary cxaminer. The
copy of the notice retained separately in the examining group
should, in addition, contain the identification of the applications
and patents involved and the interfering claims.,

2310 Handling by Examiner-in-Chief [R-9]

37CFR i.610 Assignment of interference to examiner-in-chicf, time
period for completing inlerference,

(a) Eachiinterference will be declared by an examines-in-chief who
may enter all interlocutory orders in the interference, except that only
a panicl consisting of at least three members of the Board shall (1) hear
oral argument at final hearing, (2) enter a decision under §§ 1.617,
1.640(c) or (¢), 1.652, 1.656(1) or 1.658 or (3) enter any other order
which terminates the interference.

(b) Asnecessary, another examiner-in-chief may actin placeof the
one who declared the interference. Unless otherwise provided in this
scection, at the discretion of the examiner-in-chief assigned to the
interference, a panct consisting of two or more members of the Board
may enter interlocutory orders.

(c) Unless otherwise provided in this subpart, times for taking
action by a party in the interference will be set on a case-by-case basis
by the examiner-in-chicf assigned to the interference. Times for taking
action shall be set and the examiner-in-chief shall exercise control over
the interference such that the pendency of the interferenice before the
Roard doces not normally exceed two years.

(dy An examiner-in-chief may hold a conference with the parties
to consider: (1) Simplification of any issues, (2) the necessity ordesira-
bility of amendments to counts, (3) the possibility of obtaining admis-
sions of fact and genuineness of documents which will avoid unneces-
sary proof, (4) any limitations on the number of expert witnesses, (5)
the tinie and place for conducting a deposition (§ 1.673(g)), and (6) any
other matter as may aid in the disposition of the interference. After a
conference, the examiner-in-chief may enter any order which may be
appropriate.

(¢) The examiner-in-chiel may determine a proper course of
conduct in an interference for any situation not specifically covered by
this part.

{49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985]

Under >37 CFR< 1,610, cach interference will be declared
by an examiner-in-chicl, The examiner-in-chicf enters all inter-
locutory orders ia the interference, As necessary, another exam-
incr-in-chicf may actin place of the examiner-in-chicf assigned
to the interference. At the discretion of ihe examiner-in-chicl
assigned to the interference, a panel of two or more examincers-
in-chicf may cnter an inteslocutory order. The examiner-in-
chief will set times and control proceedings such that pendency
of the interference normally will not execed 24 months, Under
>37 CFR< 1.610(d), the examiner-in-chief is authorized 1o hold
conferences. Any conference can he by a telephone conference

all, Under >37 CFR< 1.610(¢), an examiner-in-chicf is author-
ized to determing a proper course of conduct for any situation
not specifically covered by the rules.
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37CFR L.611 Declaration of interference.

(2) Notice of declaration of an interference will be sent to cach
party.

(b) When a notice of declaration is returned to the Patent and
Trademark Office undelivercd, or in any other circumstance where
appropriate, an examiner-in-chief may (1) send a copy of the notice to
a patentee named in a patent involved in an interference or the
patentee’s assignee of record in the Patent and Trademark Office or (2)
order publication of an appropriate notice in the Official Gazette.

(¢) The notice of declaration shall specify:

(1) The name and residence of each party involved in the inter-
ference.

(2) The name and address of record of any attorney or agent of
record in any application or patent involved in the interference;

(3) The name of any assignee of record in the Patent and
Trademark Office; '

(4) Theidentity of any application or patentinvolved in the inier-
ference;

(5) Where u party is accorded the benefit of the filing date of an
carlier application, the identity of the carlier application;

(6) The count or counts;

(7) The claim or claims of any application or any patent which
correspond to ench count; and

(8) The order of the parties.

(d) The notice of declaration may also specify the time for: (1)
Filing a preliminary statement as provided in § 1.621(a); (2) serving
notice that a preliminary statement has been filed as provided in §
1.621(b); and (3) Nling preliminary motions authorized by § 1.633,
oppositions to the motions, and replies to the oppositions.

(¢) Notice may be given in the Official Gazette thatan interference
has been declared involving a patent,

{49 FR 48416, Dec. 12, 1984, cffective Feb. 11, 1985; 50 TR
23123, May 31, 1985, )

Uponreceiptof the Interference Initial Memorandum (Form
PTO-850) and the case files from the primary examiner, the
interference is assigned to an examiner-in-chicf, whoisthercaf-
ter responsible for handling it during its pendency before the
PTO. Under the revised rules, the examiner-in-chicf has wide
discretion as to what actions he or she may take, particularly
with regard to the setting of times, and in studying the rules it
will be noted that many of their provisions are modified by a
qualification such as “unless otherwise ordered by an examiner-
in-chicf.” Therefore, it may well be thatdifferent examiners-in-
chicf will follow somewhat different procedures in the interfer-
ences assigned to them,

PREPARATION OF DECLARATION NOTICE

The papers necessary in declaring an interference are pre-
parcd at the Board. The notices to the parties and the declaration
sheet are signed by the examiner-in-chicf, who declares the
interference by mailing the notices to the several partics o the
proceeding, Thereafter the applications and interference files
are kept at the Board where they are also recorded in g card
index.
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The fact thatan application that has beenmade special by the
Commissioner becomes involved in an interference does not
entitle that interference to be taken up out of trn, Strickland v.
Glazer, 214 USPQ 549 (Comm’'r Par. 1980). The partics may
expedite the proceeding by taking action promptly when times
are set, and by requesting that certain time periods be reduced or
climinated.

Under >37 CFR< 1.611(a), the PTO will normally notify
cach party at its correspondence address (37 CFR 1.33(a)) that
an interference is declared.

Under >37 CFR< 1.611(a), the PTO could, in appropriate
circumstance, also send a notice to a patentee or an assignee. An
appropriate circumstance for sending an additional notice would
be a situation where a patent was issucd on the basis of an
application filed under 37 CFR 1.47. The matters Lo be specificd
in a notice declaring an interference are set out in >37 CFR<
1.611(c). One item to be sct out is the “order of the partics,”
meaning the order in which the partics will take testimony. The
“order of the partics” is a procedural tool, It indicates the “style”
of the case — which practitioners are encouraged to use. If there
are two counts and onc party is "senior” as to onc count and
“junior* as to another count, the party has the burden of proof as
tothat countto which the party is “junior.” See >37 CFR< 1,657,
Appropriate testimony periods will be set (>37 CFR< 1.651(b))
to accommodate differing burdens of proof in cascs where a
party is “senior” on one count and “junior” on another count.

If Jones is the junior party and Smith is the senior party, the
order of the partics is: Jones v. Smith, The order of the partics
may change as a result of the granting of a motion under >37
CFR< 1.633(d), (D, or (g). Under>37 CFR< 1.61 1(d), the notice
declaring the interference may also set dates for filing prelimi-
nary statements, notices that prefiminary statements have been
filed, motions under =37 CFR< 1.633, oppositions to those
motions, and replies to the oppositions,

Inseuting the times for filing preliminary statlemenis and pre-
liminary motions, the examiner-in-chicf may follow different
procedures. Some may hold a elephone conference with the
lead attorneys to work out times acceptable to all parties, while
others may specify times in the declaration notices and state that
those times will be final unless a lead atiorney requests by a
certain date that they be changed. In either event, the times, once
finally set, will not be changed except for good cause shown.
Any motion to exsend time must reach the examiner-in-chicf
before expiration of the time period to be extended, and may not
be granted cven if it is unopposed. Note that 37 CFR 1,645
specifically provides that “The press of other business arising
afier an examiner-in-chief sets a time for taking action will not
normally constitute good cause.”

Once aninterference isdeclared involving an application, ex
parte prosceution of the application is suspended and the
applicant need not respond to any PTQO action outstanding as of

the dute the interference is declared.
b4
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2312 Accessto Applicationsin Interference [R-9]

37CFR 1612 Access to applications.

(a) After an interference is declased, each panty shall have access
to and may obtain copies of the {iles of any spplication set out in the
notice declaring the interference, except for affidavits filed under §
1.131 nnd any evidence and explanation under § 1.608 filed separate
from an amendment, >A party seeking access to any abandoned or
pending application referred to in the opposing party’s involved
application or aceess 10 any pending application referred 1o in the
opposing party's patent must file a motion under § 1.635.<

(b) After preliminary motions under § 1.633 are decided (§
1.640(b)), cacls party shall have access to and may obtain copies of any
affidavit filed under § 1.131 and any evidence and explanation filed
under § 1.608 in any application set out in the notice declaring the
interference.,

(¢) Any evidence and explanation filed under § 1.608 in the file of
any application identified in the notice declaring the interference shall
be served when required by § 1.617(b).

(d) The purtics at any time may ngree to exchange copies of pupers
in the files of any application identified in the notice declaring the
interference.

149 FR 48416, Dec. 12, 1984, effective Feb, 11, 1985; 50 FR
23124, May 31, 1985; paragraph (a) amended 53 FR 23735, June 23,
1088, effective Sept. 12, 1988)

37 CFR 1.612(a) requires an interference party sceking
access cither 1o a pending or abandoned application referred o
in an opposing party’s involved application or to a pending ap-
plication referred to in an opposing party’s involved patent, to
file a motion under 37 CFR 1.635. Such a motion is decided by
an cxaminer-in-chicf (37 CFR 1.640(b)).

A party secking access 10 file a motion under 37 CFR 1,635
must first confer with the opposing party in an cffort to resolve
the issuc of access as required by 37 CFR 1.637(b). The
cxaminer-in-chicf will not decide the issuc unless it cannot be
resolved by the partics.<

Under >37 CFR< 1.612, cxcept for affidavits under >37
CFR<1.131 and any cvidence and explanationunder>37CFR<
1.608(b) filed separate from an amendment, cach party has
access 1o the file of every other party after an interference is
declared. The files of applications and patents involved in an
interference are maintained in the Service Branch of the Board
for ingpection and copying. Any cxplanation which is filed as
part of an amendment or an amendment which discusses details
contained in an affidavit under »>37 CFR< 1.131 is not to be
sealed under >37 CFR< 1.612(a). Thus, >37 CFR< 1.612(a)
continues the practice discusscd in Moorman v. Martin, 103
USPQ 273 (Comm'r Pat. 1950) and Calvert, An Overview of
Interference Practice, 62 ). Pat. Off. Soc'y. 209, 293 (1980),
Under>37 CFR< 1,612(b), cach party hasaccessto anopponent's
affidavitunder >37 CFR< 1.131 or an opponent’s evidence and
explanation under >37 CFR< 1.608(b) when a decision is
rendered on motions under >37 CFR< 1,633, Under >37 CFR<
1.612(c), a party is requircd to serve any evidence and explana-
tionunder>37 CFR< 1.608(b) if an orderto show cause isissued
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under >37 CFR< 1,617(a) and the party responds to the order
under »37 CFR< 1.617(h). Under =37 CiR< 1.612(d), the
partics may agree to exchange copies of their respective files.

2313 Lead Attorney or Agent [R-9]

37 CFR 1,613 Lead attorney, same attorney represeanting different
parties in an interference, withdrawal of attorney or agent.

(n) Each party may be required to designate one sttorney or agent
of record us the lead attorney or agent.

() The same atlorney or agent or members of the same firm of
sitorneys or agents may not represent two or more parlies in an
interference except as may be permitted under this Chapter,

(¢) An examiner-in-chicl may make necessary inquiry to deter-
mine whether an attorney or agent should be disqualified from repre-
senting a party in an interference. I an examiner-in-chiel is of the
opinion that an attomey or agent should be disqualtified, the examiner-
in-chief shall refer the matter to the Commissioner, The Commissioner
will make a {inal decision as to whether any attorney or agent should
be disqualified.

(d) No attorney or agent of record in an interference may withdraw
as attorney or agent of record except with the approval of an examiner-
in-chief and after reasonable notice to the party on whose behalf the
attorney or ngent s appeared, A request to withdraw as attorney or
agent of record in an interference shall be made by motion (§ 1.635).

{49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985]

Under>37 CFR< 1.613(a), when a party has appointed more
than one attorney or agent of record, the party may be required
10 designate a “lead” attorney or agent. A “lead” attorney or
agentisaregistered avtorney or agentof record who s primarily
responsible {or proscecuting an interference on behalf of a party
and is the individual whosm an examiner-in-chief can contact 10
set times and take other action in the interference. 37 CFR<
1.613(b) continues the practice of not permitting the same
attorney or agent Lo represent two or more parties in an interfer-
ence except as permitted by Chapter 1, see e.g., »37 CFR<
1.344, Under »37 CFR< 1,613(¢c), an examiner-in-chief can
tiitke an appropriate inguiry to determine whether an aworney
or agent should be disqualificd from representing a party. A
final decision to disqualify an attorney or agent is made by the
Commissioner under 35 U.S.C. 32.

2314 Jurisdiction Over Interference [R-9]

I7CFR 1.614 Jurisdiction over interference.

(1) The Board shall assome jurisdiction over an interference when
the interference is declared under § 1,611,

(b) When the interference is declared the interference is ncontested
case within the meaning of 35 U.S.C. 24,

(¢) The examiner shall have jurisdiction over any pending appli-
cation until the interference is declared. An examiner-in-chief, where
approprinte, may for a limited purpose restore jurisdiction to the
exmminer over any application involved in the interference.

[49 FR 48416, Dec, 12, 1984, added effective Feb. 11, 1985]

»37CFR« 1.614 specifies when the Board gains jurisdiction
over an interference, The section also indicates when an inter-
ference hecomes a contesied case within the meaning of 38
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U.S5.C. 24. A remand to the examiner is authorized and may be
useful in certain situations, such as, when a party moves under
>37 CFR< 1.633(c) to add a proposed count which is broader
than any count in an interference. Alternatively, an examiner-
in-chief can obtain informal opinions from cxamincers during
the course of an interference. Nothing in the rules, however, is
intended to authorize informal conferences between an exam-
incr-in-chicf and an cxaminer with respect to the merits of an
application before the Board in an ex parte appeal from an
adverse decision of the examiner.

Where an interference is declared all questions involved
therein are to be determined inter partes. This includes notonly
the question of priority of invention but all questions relative to
the patentability to each of the parties of the claims in issuc or
of any claim suggested to be added to the issuc.

Examinersarc admonished thatinter partes questions should
not he discussed ex parte with any of the interested partics and
that they should so inform applicants or their attorneys if any
attempt is made to discuss ex parte these inter parte questions.

The interference is declared when the examiner-in-chief
mails the notices of interference 1o the parties, The interference
is thus technically pending before the Board of Patent Appeals
and Interferences from the date on which the notices are mailed,
and frum that date the files of the various applications set out in
the notices are opened o inspection by the other parties to the
extent provided in 37 CFR 1.612,

Obvious minor errors in the counts or corresponding claims
of an application may be corrected by the examiner-in-chief
before the declaration notices are mailed. The changes will be
made in red ink and initialled in the margin by the examiner-in-
chief.

Throughout the interference, the interference and applica-
tion files involved are in the keeping of the Service Branch of the
Board except at such times that action is required, such as for
concurrent prosecution, when they are temporarify in posses-
sion of the tribunal before whom the particular question is
pending,

If, independent of the interference, action as (0 one or more
of the applications becomes necessary, the examiner should
consult the examiner-in-chicf in charge of the interference.

The examiner merely borrows a patent file, if needed, as where
the patent is to be involved in a new interference.

2315 Suspension of Ex Parte Prosecution [R-9]

I7CFR 1615 Suspension of ex parte prosecution.

(n) When an interference is declared, ex parte prosecution of an
application involved in the interference is suspended. Amendiments
and other papers reluted 10 the application received during pendency of
the interference will not be entered or considered in the interference
without the consent of an examiner-in-chief,

(b) Ex parte prosecution as to specificd matiers may he continued
concurrently with the interference with consent of the examiner-in-
chief,

|49 FR 484186, Dec. 12, 1984, added effective Feb, 11, 1985: 50 FR
23124, Muy 31, 1985]

The treatimentof amendments filed during an interference is
Rev. 9, Sep. 1988
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considered in detail in >MPEP< § 2364,

1ix parte prosecution of an appeal under 37 CER 1191 may
procecd concurrently with aninterference proceeding involving
the same application with the consent of the examiner-in-chiel
provided the primary examiner who forwards the appeal corti-
fies, in & memorandum to be placed in the file, that the subject
matter of the interference does not conflict with the subject
matterof the appealed claims, The approval of the examiner-in-
chiel' in charge of the interference must be obtained before
undertaking any concurrent prosecution of the application.

2315.00 Suspension - Qverlapping Applications
[R-9]

Where one of several applications of the same inventor or
assignee which contain overlapping claims gets into aninterfer-
ence, the prosecution of all the cases not in the interference
should be earried as far as possibie, by treating as prior ast the
counts of the interference and by insisting on proper lines of
division or distinction between the applications, In some in-
stances suspension of action by the Office cannot be avoided.
See =MPLEP< § 709,01,

Where an application involved i an interference inclules,
in addition 1o the subject mauter of the interference, 4 separate
and divisible invention, roscention of the seconcd invention
may be had during the pendency of the interference by filing a
divisional application for the second invention or by filing a
divisional gpplication for the subject matier of the interference
and moving to substitute the latter divisional application for the
application originally involved in the interference. However,
the application for the second invention may not be passed o
tssuc il it containg claims broad enough to dominate matter
claimed n the application involved in the interference.

§ 1116 Rejection based on count of an ierference

The rejection of elaim [ 1] above based upon count |2] of interfer-
ence Na, {3, 10 which applicant s a party, is o provisional rejection for
the purpose of resolving all remaining issues in this application. The
provisional assumption that the count is prior art under 35 U.8.C,
1O2() ngninst this spplication may or may notbe true, nnd prosecution
in this ense wiii be suspended pending finnl determination of priority
in the imerference it und when no other issues remain,

Examlner Note:

1. 'This paragraph sust follow all rejections under 35 U.S.C. 102
ar 103 using the count of o interference as prior art,

2. 'This paragraph is applicable only to an application that is
commonly owned by a pasty in the interference but is sof involved in
the interlerence,

{1117 Suspension of prosecution pending outcome of interference
The outeome of interference No, | 1] has o material bearing on the
patentability of the claims in this application. Proseention in this
application is SUSPENDED pending « final pudgment in the intorfer-
ence,
Applicant shoukd call this case up for actionupon fermination of tho
interference.
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Examiner Note:
This puragraph should only be used in an application that is notin
the interference bul is conumonly owned by one of the pastics thereto,

2316 Sanctions For Failure to Comply With
Rules or Order [R-9]

37 CFR 1616 Sanctions for failure to comply with rules or order.

An examiner-in-chief or the Bowrd may impose an appropriate
sanction againsta purty who fails to comply with the regulations of this
part or any order entered by an examiner-in-chief or the Board, An
approprinte sanction may include among others entry of an order:

(1) Holding certain facts to have been ostablished in the interfer-
enee;

(b) Prechuding a party from filing a motion or a preliminary
statemoent, .

(¢) Precluding u party from presenting or contesting a porticular
issue;

(o)) Precluding u party from requesting, obtaining, or opposing dis-
covery; or

(0) Granting judgment in the interference.

A9 TR 48416, Dec. 12, 1984, added effective Feb, 11, 1985, 50 PR
23124, May 31, 1985]

>37 CFR<* 1.616 permits an examiner-in-chief or the
Board w impose appropriate sanctions against a party who fails
to comply with the sules or with an order entered in the interfer-
ence, Paragraphs (a) through (¢) of »37 CFR< 1.616 st forth
some ol the possible sanctions which can be entered. The
particular sanction 0 be entered will depend on the facts of a
given case and ordinarily will not be entered prior to giving the
affected party anopportunity o present its views, Anindividual
examiner-in-chiel cannot impose a sanction granting judgment
inasmuch us entry of a judgment requires action by the Board.
See>3T CFR< 1.610¢n). A purty desiring sanctions imposed
against an opponcatcan move under >37 CFR< 1,635 (or entry
of an order imposing sunctions,

For examples of cases where sanctions are warranted, sce
Woods v. Tsuchiya, 207 USPQ 228 (Comm'r Pat, 1979) and
Tezel v, Bellantoni, 188 USPQ 688 (Bd. Pat. lnt, 19785),

2317 Summary Judgment Against Applicant
[R-9]

37 CER 1.617 Summary judgment against applicant.

(n) An exuminer-in-chief shall roview any ovidenes filed by an
spplicant under § 1.608(b) to determine if the applicant is prima facie
entitled 10 » judgmont relative o the patentee, If the examiner-in-chief
determines that the evidence shows the applicant is prima facie entitied
(o a judgment relative to the patentee, the interference shall proceed in
the normal manner under the rogulations of this part. If in the opinion
of the examiner-in-chief the evidence fails to show that the applicant is
prima facie entitled to & judgmont relative to the patentes, the exam.
iner-in-chicef shall, concurrently with the notice declaring the interfer-
cence, enter an order stating the reasons for the opinion and directing the
applicant, within a time setin the order, to show cause why summery
Judgment should not be entered against the applicant.

() The applicant may file a rasponse (o the order and state any
reasons why summary judgment should not be entered, Any requost by

2300 - 28




INTERFERENCE

the applicant for o hearing before the Board shall be made in the
response. Additional evidence shall not be presented by the applicant
orconsidered by the Board unless the applicant shows good cause why
any additional evidence wis notinitinlly presented with the evidence
filed under § 1.608(h). At the time an applicant files a response, the
applicant shall serve on each opponent a copy of any evidence filed
under § 1.608(h) and this paragraph.

() Haresponse is nottimely filed by the applicant, the Board shall
enter a final decision granting summary judgment against the appli-
cant,

(1) IFaresponse is timely filed by the applicant, all opponents may
file a statement within a time set by the examiner-in-chief. The
statement may set forth views as to why summary judgment should be
granted agninst the applicant, but the statement shall be limited to
discussing why all the evidence presented by the applicant does not
overcome the reasons given by the examiner-in-chief for issuing the
order to show cause. Evidence shall not be filed by any opponent. An
opponent may not request a hearing,

(¢) Withinatime authorized by the examiner-in-chief, an applicant
may file a reply (o any statement filed by any opponent.

() When more than two parties are involved inan interference, all
parties may participate in summary judgment proceedings under this
seetion,

(g) I aresponse by the applicant is timely filed, the examiner-in-
chief or the Bourd shall decide whether the evidence submitied under
§ L.608(b) and any additional evidence properly submitted under purs-
graph (b) of this section shows that the applicant is prima facie entitled
to a judgment relative o the patentee, I the applicant is noi prima facie
entitied to a judgment relative to the patentee, the Board shall enter a
final decision granting summary judgment against the applicant. Oth-
crwise, an interlocutory order shall be entered authorizing the interfer-
enee to proceed in the normal manner under the regulations of this
subpart,

() Only an applicant who filed evidence under § 1.608(1) may
request o hearing, If thet applicant requests o hearing, the Board may
hold a hearing prior to entry of & decision under paragraph (g) of this
section, The exantiner-in-chiel shall set a date and time for the hearing,
Unless otherwise ordered by the examiner-in-chief or the Board, the
applicant snd any opponent will each be entitled to no more than 30
mifiaites o oral argument at the hearing,

149 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; S0 FR
23124, May 31, 1985]

>37 CFR< 1.617 provides for summary judgment procecd-
ings in those cases where a junior party applicant is required to
file evidence and an explianation under >37 CFR< 1.608(b). To
avoid summary judgment, the junior party applicant must estab-
lish that it is prima fucie entitled 1o judgment relative 1o the
senior party patentee. For the most part, practice under >37
CIR< 1.617 will be the same as the previous practice under 37
CFR 1.228. 'The major changes from the previous practice are
the following;

(D) A prima fucie case can he based on patentability as well
as priority.

(2) A stricter standard will be imposed for presenting addi-
tional evidence after entry of an order to show cause. Under
previous practice (37 CFR 1,228, now deleted), additional
cvidence could be submitted with a response o an order to show
cause “when a showing in excuse of ..]its] omission from the
original” showing is made. The “good cause” showing required
by =37 CFR< L617(b) imposes a stricter standard than was
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required under the prior rules. The stricter standard is consid-
cred necessary in order to encourage applicants copying claims
from a patent to better prepare the initial showings under >37
CFR< 1.608(b). Under previous practice, the Board of Patent
Interferences found that substantial time was tost in issuing
orders to show cause based on an inadequate initial showing
only to have an adequate showing made with the response to the
order to show cause. Under the “good cause” standard, igno-
rance by a party or counscl of the provisions of the rules or the
substantive reauirements of the law will not constitute good
causc.

(3) When an interference involves more than two parties, all
opponents are permitted to participate in summary judgment
proceedings. Thus, the revised rules overrule Chan v. Akiba v.
Clayton, 189 USPQ 621 (Comm'r. Pat, 1975).

(4) Previously, an applicant had 1o file two copies of its
initial showing under 37 CFR 1.204(c). Under »37 CFR<
1.608(b), a party nced only file one copy of the showing.
However, any party responding to an order to show cause must
serve a copy of its inital showing under >37 CFR< 1.608(b)
with any response to the order to show cause.

(5) A single cxaminer-in-chicf may order an interference o
proceed after issuance of an order to show cause under >37
CFR< 1.608(b) and the filing of aresponse by anapplicant under
>37 CFR< 1.617(b). Only the Board, however, may enter
summary judgment. Sce >37 CFR< 1.617(b).

Any opponent may attack the sufficiency of an applicant’s
showing under >37 CFR< 1.608(b) when that showing is
presented as cvidence under >37 CFR< 1,672, In summary
judgment proceedings, all an applicant need do is make out a
primafacie case. f the interference is allowed to proceed inthe
normal manncr, the applicant must prove priority by a prepon-
derance of evidence (when the application and the patent are
copending) or beyond areasonable doubt (when the application
was filed after the patent issued). Manifestly, the burden in
summary judgment proceedings is not as strict as the burden in
proceedings following summary judgment. Brewer v, DeMar-
ins, 558 F.2d 22, 28, 194 USPQ 308, 313 (CCPA 1977) and
Schwabv. Pittman, 451 F.2d 637,640, 172USPQ 69, 71 (CCPA
1971).

The second sentence of >37 CFR< 1.617(d) is intended to
make clear that opponents may file statements in response to an
applicant’s “response” but the statement “shall be limited to
discussing why all the evidence presented by the applicant does
not overcome the reasons given by the examiner-in-chicef for
issuing the order to show cause.” The PTO docs not intend 1o
expand summary judgment proccedings into & “mini-interfer-
ence.” Anapplicant presentsevidence under >37 CFR< 1.608().
If the examiner-in-chicf finds that evidence insufficient, an
order to show causc stating the reasons for the insufficiency is
issucd, An applicant may respond and, if appropriate, file
“additional evidence.” The PTO iniends to be rather strict in
permitting the filing of new cvidence. After the applicant
responds (with or without additional evidence), any opponent
may filea statement, the opponent should be free to comment on
all the evidence (original and additional) which the applicant
presents, Compare In re Plockinger, 481 F.2d 1327, 179 USPQ
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103(CCPA 1973). Under>37CFR< 1,617(d) the opponent may
not urge a rationale for summary judgment which does not
appear in the order to show cause issucd by the examiner-in-
chief. However, itisnotthe PTO s intent to interpret >37 CIR <
1.617(d) in the narrow manner the Court of Customs and Patent
Appeals interpreted 37 CEFR 1,204(¢) in Kahl v. Scoville, 609
.24 991, 995 - 996, 203 USPQ 652, 656 |headnote 6] (CCPA
1979, An cxample will iflustrate how the PTO intends 10
interpret 237 CFR< L.617(d).

Example. An applicant copies cluims from s patent and is vequired
to submit a showing under >37 CFR< 1.608(b). Upon review of the
showing under >37 CFR< 1.608(b), the examiner-in-chief concludes
that the showing fails 10 make onl a prima facie case of priority,
becanse applicant has fuited to show an actual reduction to practice,
Applicant files a response and includes additional evidence which
purports to show an actual reduction to practice. The patentee then files
u statewment in which two arguments ars made. First, patentes arguos
that the additional evidence has not been properly authenticated.
Second, patentes argues that even if applicant has shown an uetand
reduction to practice, sunmary judgment is nevertheless appropricte
because applicant suppressed and concealed after the netual reduction
to practice, The fiestargument is proper, but the second argument is not.
A patentee may comment on the sufficiency of the applicant’s evi-
dence, Pairness, however, dictates that summary judgment be granted
only afier foir notice in the order to show cavse, Accordingly, summary
Judgment will not be based on o rationale raised by a patentee in
statement which does not correspond 1o the rationale used by the
examiner-in-chief in the order 10 show cause,

Ouce summary judgment proceedings have concluded, an
interference will proceed “in the sormal manner.” ‘The change
is intended to codify the decisions in Walsh v, Sakai, 167 USPQ
465 (Comm'r. Pat, 1967) and Ing v. Chiou, 207 USPQ 321
(Comny’r, Pat, 1979,

2318 Return of Unauthorized Papers [R-9]

37 CFR 1618 Return of unauthorized papers.

(0) The Patent and Trademark Office shall return o a party any
paper presented by the party when the filing of the paper is not
authorized by, or is not in compliance with the requirements of, this
subpart, Any paper returned will not thereafter be considered by the
Putent and Trademark Office in the interference. A purty may be
permitted to {ile a corrected paper under such conditions as may he
deemed appropriate by an examiner-in-¢hicef,

(1) When presenting a paper in an interference, o party shall not
subnut with the paper a copy of a paper previously liled in the
interference,

[49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985)

Under >37 CFR< 1618, the PTO has authority (o return (o
@ party any paper presented inan interference which is not
anthorized by, or is not in complisinee with the requirements of,
Subpart I of the Rules ol Practice. When an improper paper is
(iled, a party may be given an opportunity to file a proper paper
under suchconditions as anexaminer-in-chicf may deem appro-
priate Two examples of improper papers are: {1) replies
replies which are not authorized by the rles and (2) papers
presented which have attached theseto a paper previousty filed
in the interference.
Rev. 9, Sep. 1UKK
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2321 Preliminary Statement, Time for Iiling
[R-9]

I7CER V621 Preliminary statemens, time for filing, wotice of filing.

(») Within the time set for filing preliminary motions under §
1.633, cach party may file a preliminary statement. The preliminary
statement may be signed by any individoal having knowledge of the
facts recited therein or by an attorney or agent of record.

(b) When a party files a preliminary statemont, the party shall also
simultanconsly file and serve on all opponents in the interforence o
nolice stating that a preliminary statement has been filed. A copy of the
prefiminary statement need not be served until ordered by the oxam-
iner-in-chief,

(49 FR 48416, Dec, 12, 1984, added effective Feb, 11, 1985; 50 FR
23124, May 31, 1085}

>37 CFR<* 1,621 through 1.629 govern preliminary state-
ments which continue to be required in interference cases.

Under >37 CI'R< 1621, a preliminary statement can be
signed by an individual having knowledge ol the facts (... the
inventor) or by un attorney or agent of record. Permitting an
attorney or agent of record to sign a preliminary statement
climinates unnecessary mailing of papeds between pacties and
their attorney or agent,

A preliminary statement serves severnluselul purposes inan
interference; (1) itservesto limita party's proofs as to time, (2)
it serves as a vehiele for permitting the examiner-in-chicf or the
Boord 1o issue orders o show cause in those cases where it
would be futile o take estimony, and (3) it serves as notice to
an opponent of the case which is alleged by a party, Under the
rules the issues which will be raised and decided by the Board
at final hearing are made known during the interlocutory stage
through {a) the preliminary statement, (b) motions under >37
CFR< 1.633 and decisions thercon, and (¢) notices under »37
CFR< 1632 of a party s intent to argue abandonment, suppres-
sion, or concealment,

The preliminary statements must be filed withia the time set
for filing preliminary motions, and the opposing parties notified
of their filing. However, they are not served until ordered by the
examiner-in-chief after preliminary motions (if any) have been
decided.

2322 Preliminary Statement, Invention Made
by Who and Where [R-9]

I7CFR 1.622
invention made.

(0) A party's preliminary stalement must identify the inventor who
made the invention defined by cach count and mast state on behall of
the inventor the facts required by parsgraph (@) of §§ 1.623, 1,624, and
1.625 as may be appropriste. When an inventor identilied in the
preliminary statement is notan inventor named in the party's applica.
tion or patent, the party shall file & motion under § 1.634 10 correct
inventorship,

(0) The preliminary statement shall state whether the invention
was mude in the United States or abrowd, I made abroad, the prefini-
nary statement shall state whether the party is entitded to the benefitol
the second sentence of 35 U.S.C. 104,

149 FR 48416, Doc, 12, 1984, added effective Feb, 11, 1985]

Preliminary statement, who made invention, where
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Under »37 CFR< 1,622, the preliminary statement must
identify the inventive entity who mide the invention defined by
cach count. If one of the inventors included in the inventive
entity identified in the preliminary statetaent is not an inventor
named in the application or patent involved in the interference,
a motion under >37 CFR< 1.634 must be diligently filed to
correet the inventorship,

2323 Preliminary Statement; Invention Madce in
United States [R-9]

37 CFR 1623
States.

() When the invention was made in the United States or a party
is entitled to tha benefit of the second sentence of 35 U.S.C. 104, the
preliminary statemont must state the following facts as to the invention
defined by sach count:

(1) Thedate on which the first drawing of the invention was made.

(2) The date on which the lirst written description of the invention
was made,

(3) The date on which the invention was first discloged by the
inventor to snother person,

(4) The date on which the invention was first conceived by the
inventor,

(5) The date on which the invention was first actually reduced o
practice. If the invention wes not actuslly reduced to practice by or on
behalf of the inventor prior 10 the party's filing date, the preliminary
statement shall so state.

(6) The date sfter the inventor’s conception of the invention when
active exereise of rensonable diligence oward reducing the invention
to practice began,

(b) If & party intends 10 prove derivation, the preliminary statement
must also comply with § 1.625.

(¢) When a purty allegos under paragrsph (8)(1) of this section that
adrawing was made, a copy of the firstdrawing shall be filed with and
identified in the preliminary ststement, When a party alleges under
paragesph (8)2) of this section that & written description of the
invention was made, s copy of the first writton description shatl be filed
with and identified in the preliminary statement, See § 1.628(b) when
a copy of the first drawing or written description cannot be filed with
the preliminary statement.

{49 FR 48416, Dec. 12, 1984, added effecti ¢ Feb, 11, 1985

Preliminary statement; invention made in United

37 CFR<* 1,623, 1.624, and 1.625 respectively set out the
aliegations which should be made in. and the attachmients which
should sccompany, a preliminary statement when (1) the inven-
tion was made in the United States, (2) the invention was made
abrond and was introduced into the United States, and (3)
derivation by an opponent from a party is to be an issuc.

2324 Preliminary Statement, Invention Made
Abroad [R-2)

S7TCEFR 1624 Preliminary statement, invention made abroad.

(n) Whenthe invention was nade abrosd and a party intends 1o rely
onintroduction of the invention inte the United States, the proliminary
statctient nnst state the following facts as to the invention defined by
cach count,

(1) The date on which u drawing of the invention was first
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introduced into the United States,

(2) The dute on which a written description of the invention was
first introduced into the United States.

(3) 'The date on which the invention was fiest disclosied to another
person in the United Statos,

(4) Thedate on which the inventor's conception of the inveation
was first introduced into the United States.

(5) The date on which an actual reduction to practice of the
invention was first kirodnced into the United States. If an actual
reduction to practico of the invention was not introducad into the
United States, the preliminary amendment shall 8o state.

(6) The dme after introduction of the inventor's conception into
the Unitad States when active exercise of reasonable diligence in the
United States toward reducing the invention to practice begen,

(b) Il aparty intends to prove derivation, the preliminary statement
nmust also comply with § 1.623.

(¢) Whon a party alleges under paragraph (8)(1) of this section that
adrawing was introduced into the United States & copy of that drawing
shall be filed with and identified in the preliminary statement, When a
party allogos under puragraph (8)(2) of this section that & written
deseription of the invention was introduced into the United States a
copy of that written description shall be filed with and idontified in the
preliminary statement. Seo § 1.628(b) whon a copy of the first drawing
or [irst written description iniroducod in the United States cannot be
filod with the preliminary statement,

(49 1R 48416, Dec., 12, 1984, added offective Feb, 11, 1985, SOFR
23124, May 31, 1985)

Brewer v. DeMarinis, 558 ¥.2d 22, 194 USPQ 308 (CCPA
1971}, ittustrates & case whers an actual reduction (o practice
abroad was introduced into the United States.

2325 Preliminary Statement, Derivation by an
Opponent [R-9]

I?CFR 1.625 Preliminary statement, derivation by an opponent,

(0) When the invention was mude in the United States or abroad
and a party intends to prova derivation by an opponent frony the party,
the preliminary statement nnst state the following as to the invention
dofined by each count;

(1) The name of the opponent,

(2) Thedate on which the first drawing of the invention was made.

(3) The date on which the first writion deseription of the invention
wis made,

(4) The date on which the invention was first disclosed by the
inventor 1o anothor person,

(5) The dato on which the invention was first conceived by the
mventor,

(6) The dme on which the invention was first communicatod 1o the
opponent.

(b) If a party intends to prove priority, the preliminary statement
must also comply with § 1,623 or § 1.624,

(¢) When aparty alloges under paragraph (a}(2) of this section that
adrawing was made, & copy of the first drawing shall be filed with and
identified in the preliminary statoment, When a panty slloges undor
paragraph (a)(3) of this section that & written description of the
invention was made, acopy of the first written description shall be filed
with and identified in the preliminary statewment. Soe § 1.628(b) when
a first drawing or first written degeription cannot be filed with the
preliminary statement,

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11,1985)
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A party does not have tw allege derivation in o preliminary
statement where the party does not know derivation occurred
untit the testimony period. »>37 CFR« % 1,625 requires a party 10
file a preliminary statement when derivation is an issue. If
derivation is not known or discovered prior to the date the
preliminary statement is due, a party must move to amend the
preliminary stiement and allege derivation promptly afier
existence of derivation is discovered.

2326 Preliminary Statement, Earlier Application
(R-9]

37 CER 1,626 Preliminary statement; earlier application,

When a party does not intend to prosent avidence to prove o con-
ception or an actual reduction to practice und the party intends to rely
yolely on the filing date of un earlier application filed in the United
States or ubroad to prove a constructive reduction to practice, the
proliminary statement may so stite and identify the earlier application
with particularity.

{49 FR 48416, Dec. 12, 1984, added offoctive Feb. 11, 1985]

>37 CFR<* 1,626 permits a party to file a preliminary state-
ment which states that the party ouly intends to rely on the filing
date of an earlier United States or foreign application, Ordinar-
ily, a junior party who fails o file a preliminary statementis not
entitled to access Lo any other preliminary statement filed (sce
»>37 CIR< 1.631(b)). 37 CFR<*1.626 permits a junior party
who only intends 16 rely onan carlier application to have access
to any opponent’s preliminary statement,

2327 Preliminary Statement, Sealing and
Opening [R-2]

J7CER 1627 Preliminary statement, sealing before filing, opening of

staleinend.

(n) Thepreliminary statement and copies of uny deawing or writton
dereription shull be filed in g sealed envelope bearing only the nanie of
the party filing the statement and the style (e.g., Jones v. Smith) and
nuimber of the interforonce, The sealed envelope should contain only
the preliminary statoment wid copies of any drawing or wrilten descrip-
tion. 1f the preliminary statement is filed through the mail, - sealed
envelope should be enclosed in an outer envelope addreesad to the
Commissioner of Patents and Trademarks in accordance with § 1.1(e).

(1) A proliminary statement may be opened only at the direction
of an examiner-in-chisl.

(49 FRAKRA16, Dec. 12, 1984, added effective Feb, 11, 1985}

2328 Preliminary Statement, Correction of Krror
[R-8]

J7 CER 1.628 Preliminary statement, correction of error.

(#) A materigl orror arising through inndvertence or mistake in
connection with (1) a preliminary statement or (2) drinwings or o written
description submitted therewith or omitted therefrom, may b cor-
toeted by a motion (§ 1.635) for leave to file g corrected statemont, The
motion shall be supported by wn affidavit and shall show that the
correction is essential to the emds of justice and shall be accompanied
by the eorrected statement. The motion shall be filed ws soon ay
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practical afler discovery of the error,

(b) When a party cannot attach a copy of a drawing or & written
description to the party's preliminary statemont as required by §§
1.623(¢), 1.624(c), or 1.625(c), the party (1) shall show good cause and
explain in the preliminary statement why a copy of the drawing or
written deseription cannot be attached to the preliminary statemont and
(2) shall attach to the preliminary statement the carliest drawing or
written description made in or introduced into the United States which
is availablo, The party shall {ile a motion (§ 1.635) to amend its
preliminary statement promptly after the fiest drawing, fivst wrilten
description, or drawing or written description, first introduced into the
United States becomes available, A copy of the drawing or written
deseription may be obtained, where appropriate, by a motion (§ 1.635)
for additional discovery under § 1,687 or during a testimony period.

[19 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985)

»>37 CFR<* 1.628 sets out how an error in o preliminary
statement may be corrected,

>37 CFR< 1.628(b) covers the possibility that o drawing
mightnot be avaitabie, ¢.g., o drawing destroyed in “a fire,” >37
CIFR<* 1,628(b) permits a party 1o allege a date when a first
drawing or a first written description was made in those circum-
stances where the first drawing or first written description is not
available. The party is required (1) o show good cause and
cxplain in the preliminary statement why a copy of the drawing
or written description cannot be attached to the preliminary
staiement and (2) attach to the preliminary statement the carliest
drawing or written description made in or introduced into the
United States which is available. The party is also required o
file a motion to amend its preliminary staiement promptly after
the drawing or written description becomes availabte, 1t is the
PTO's intent by the amendment 1 >37 CFR< 1.628(b) to
overrule the holding of headnoie [ 1) of Reddy v. Davis, 187
USPQ 386, 388 (Comm'r, Pat. 1975).

2329 Preliminary Statement, Effect of [R-9]

37 CFR 1.629 Effect of preliminary statement,

(a) A party shall be strictly held to any date alloged in the
preliminary statement. Doubts a8 to (1) definiieness or sufficiency of
any allegation ina preliminary stutoment or (2) compliance with formal
requirements will be resolved against the party filing the statement by
restricting the party to the earlier of its filing date or effective filing date
or to the latest date of a period alleged in the preliminary statement as
may be approprinte. A party may not correct & preliminary statement
except ag provided in § 1.628.

(b) Evidence which shows that an act alleged in the preliminary
statement accurred pricr to the date alleged in the satoment shall
establish only that the sct occurred as carly as the date alleged in the
statement,

(¢) 11w party doss not fils a proliminary statement, the party:

(1) Shall be restricted to the eerlier of the party's filing date or
effective filing date and
(2) Will not be permitted to prove that:
(i) Tho pasty made the invention prior to the party's filing date
or
(ii) Any opponent derived the invention from the party.

() If a party files a preliminary statement which contains an
wllegation of & date of first drawing or first written description and the
party does not file & copy of the first drawing or written description with
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the preliminary statemoent as required by § 1,623(¢), § 1.624¢0), or §
1.623(0), the purty will be restricted to the caslier of the party's filing
dute or effective liling date ns 10 that allegation unless the party
complies with § 1.628(b). The content of any drawing or written
deseription submitted with a preliminary statement will not normally
be evaluated or considered by the Boned,

(@) Apreliminary statement shall not be used as evidence on behalf
of the party filing the statement,

[49 FR 484106, Dee. 12, 1984, added effective Feb. 11, 1985]

>37 CFRe* 1,629 sets out the effect of a preliminary state-
ment. A party who fails o file a preliminary statement will not
be permitied © prove (1) that the party made the invention
defined by the count prior to the party's filing date or (2) that an
oppenent decived the invention from the party.

2330 Reliance on Earlier Application [R-2]

37 CEFR 1630 Reliance on carlier application,

A party shall not ba antitled to rely on the filing dute of an carfier
application filed in the United States or abroad unless (n) the earlier
application is identified (§ L611)5)) in the notice declaring the
interforence or () the party files « preliminary motion under § 1,633
seeking the bonefit of the filing date of the earlier application.

149 FR 48416, Dec. 12, 1984, added effective Foly, 11, 1985)

2331 Preliminary Stafement Aceess [R-9]

I7CFR 1631 Accesstoprelininary statement, service of preliminary
satement.

(0) Unloss otherwise ordered by an examiner-in-chief, coneur-
rently with entry of ndecision by the examiner-in-chief on preliminary
motions filed under § 1,633, any preliminary statement filsd under §
L.621(a) shall be opened to inspection by the senior party and uny junior
party who filed & proliminary statement. Within a time sot by the
examiner-in-chief, u party shall serve a copy of its preliminary stnte-
mient on each opponent who served a notice under § 1,621(b).

(bY A junior party who does not file a preliminary statement shall
not have access to the preliminary statement of any other party.

(¢) 1f an interference s terminated bofore the preliminary stato-
ments hive been opened, the preliminary statements will remain sealod
and will be returned to the respective parties whoe sub aitted the
stufements.

{49 FR 48416, Dee. 12, 1984, added effective Feb. 1L, 1985, SO FR
23124, May 31, 1985}

Under >37 CEFR< 1.63 1, preliminary statements normally
will be opened for inspection when an examiner-in-chiet de-
cides preliminary motions fifed under 37 CFR< 1,633, A
junior party who does not fite a preliminary statement is not
entitled to access to a preliminary statement of any other party,
Wihen an interference is lerminated before preliminary state-
ments are opened, any preliminary statement which has been
filed will be retumed unopened to the party who submitted the
statement. The rules do not require all partics to file a prelimi-
nary statement. If @ junior party does not file a preliminary
statement, it will be denied access to any other preliminary
statement which is filed. A senior party, however, is always
entitled 1o aceess 1o any preliminary staiement filed by a junior
party. See .., =237 CIR< LO3 (D). However, a junior party is
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only required to serve a senior party who files a statement.

2332 Abandonment, Suppression or
C-wecalment to be Argued [R-9]

I7CEFR 1.632 Notice of intent (o argue abandonment, suppression or
concealment by opponens.

A notice shall be filed by a party who intends to argue that an
opponent has abandoned, suppressed or concealed an actual reduction
W practice (35 U.S.C. 102(g)). A party will not be permitted to argue
abundonment, suppression, or concealment by an opponent unless the
notice is timely filed, Unless authorized otherwise by an examiner-in-
chief, a notice is imely when filed within ten (10) days of the close of
the testimony-in-chiel of’ the opponent,

149 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985]

Under >37 CFR< 1,632, a notice must be filed by a party who
intends to argue that an opponent abandoned, suppressed, or
concealed an actual reduction to practice. 35 U.S.C. 102(g). A
party will not be permitted to brief (237 CFR< 1.656) or arguc
atfinal hearing (>37 CFR< 1,654) that an opponent abandoned,
suppressed, or concealed an actual reduction to practice unless
the notice is timely filed. A notice is timely if filed within ten
(10) days after the close of the testimony-in-chief period of an
opponent, While a party has the burden of proving that an
opponent abandoned, suppressed, or concealed, the burden may
be discharged on the basis of the opponent’s evidence alone,
Shindelar v, Holdeman, 628 F.2d 1337, 207 USPQ 112 {CCPA
1980). Sce also Correge v. Murphy, 705 F.2d 1326, 217 USPQ
753 (Fed. Cir. 1983); Horwath v. Lee, 564 F.2d 948, 195
USPQT01 (CCPA 1977); and Peeler v. Miller, 535 F.2d 647,
190 USPQ 117 (CCPA 1976). Under previous practice where
notice was not required, it was possible that a party might learn
for the first time that abandonment, suppression, or conceal-
ment was an issue when the party received an opponcent’s bricf
atlinad hearing. See Kilug v. Wood, 212 USPQ 767,771 n. 2 (Bd.
Pat. Int, 1981). At that point, it was often too late to reopen
proceedings in an interference. The purpose of requiring the
notice under >37 CFR< 1,632 is to make the parties and the
Board aware during the interlocutory stage of an interference
thatabandonment, suppression, or concealment may be anissuc
in the interference, Early notice permits the parties toask for and
the cxaminer-in-chict (o sct appropriate testimony periods fora
party to present evidence related to abandonment, suppression,
und conccalment, particularly in those cases where long unex-
piained defays tend to prove the allicgation of suppression or
concealment. Early notice also eliminates the need for the party
moving 1o reopen the testimony period. Klug v. Wood, supra.

2333 Preliminary Motions [R<9]

37 CFR 1,633 Preliminary motions.

A party may file the following preliminary motiong:

(1) A motion for judgment on the ground that an opponent's clain
corrasponding to a count is not patentable to the opponent. in determin.
ing & motion filed under this paragraph, a claim may be consirued by
reference 10 the prior art of record. A motion under this paragraph shall
not be based on: (1) priority of invortion of the subject matter of a count
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by the moving party as against any opponent or (2) derivation of the
subject matter of & count by an opponent from the moving party. See
§ 1.637(n).

() A motion for judgment on wie ground that there is no interfer-
ence-in-faet, A motion under this paragraph is proper only if: (1) The
interference involves a design application or patent or s plant applica-
tion or patent or (2) no ¢laim of a party which corresponds to a count
is identical to any claim of an opponent which corresponds to that
count. See § 1.637(n).

(©) A mwtion to redefine the interfering subject matter by (1)
adding or substituting & count, (2) amending an application claim cor-
responding to a count or adding a clain in the moving party's applica-
tion to be designated to correspond to a count, (3) designating an
application or patent claim to corraspond to ncount, (4) designating an
application or patent claim as not corresponding to a connt, or (5)
requiring an opponent who is an applicant to add a clnim and to
designate the cluim to correspord 1o a count, See § 1.637(n) and (¢).

() Amotionto substitute a difTerent application owned by uparty
for an application involved in the interforence. See § 1.637(a) and (d).

(©) A motion to declare an additional interference (1) betwoen an
welditional upplication not involved in the interference and owned by o
prarty and an opponent’s application or patent involved in the interfor-
ence or (2) when an interference involves three or more partios,
between loss than all applications and any patent involved in the
interference. See § 1.637 (a) ald (2).

(N A motion to he accorded the benefit of the filing date of an
earlier application filed in the United States or abrond, See § 1,637 (a)
and (0).

() A motion to attack the benefit accorded an opponent in the
notice declaring the interference of the filing date of an carlier applica-
tion filed in the United States or abroad. Seu § 1.637 (a) and (g).

(h) When a patent is involved in an interference and the patentee
has on file or files an application for reissucunder § 1171, a motion to
achd the application (or reissue to the inter{erence, See § 1.637(a) and
(h).

(1) When s motion is filed undor paragraph (s), (), or (g) of this
section, an apponent, in addition to opposing the motion, may file a

motion to redefine the interfering subjectmatter under puragraph (¢) of

this section or & motion to substitute a different application under
parngraph (d) of this scetion,

() When amotion is filed vader paragraph (€ )( 1) of this section an
apponent, in addition to opposing the motion, may {ile a motion for
henelit under paragraph (1) of this section as to the count to be added
of substittted,

(9 FR AR416, Dec. 12, 1984, needed effective Feb, 11, 1985; SOFR
23124, May 31, 1985)

Under >37 CFR«< 1.633, a party nay file preliminary mo-
tions for judgment, to redefine the interference, o substitute a
different application in the interference, to declure an additional
interference, (o he accorded the benefitof an cartier application,
10 attack benefit previousty accorded an opponent, or o wdd o
reissue application to an interference. The motions are called
“preliminary motions” in order to distinguish the motions from
other motions which might be filed during the course of an
interference, The preliminary motions replace motions author-
tzed by Tormer 37 CFR 1231, now deleted.

It was particutarly important, under previous practice, to
review one's proofs in advance and bring such motions under 37
CER L2301 as might be necessary to conform the counts to the
proofs and toavoid posi-interference estoppel, See Torchin, The
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Pitfall of Interference Practice: 37 CFR 1.231.601.P.O.S. 579
(1978). Close attention to the preliminary motions is even more
necessary under the new rules, in view of the more stringent
estoppel provisions imposed by 37 CFR 1.658(c), discussed
below in the “Final Hearing™ scetion,

Under>37 CFR< 1.633(a), a party can file amotion for judg-
ment on the ground that an opponents claim corresponding o a
count is unpatentable o the opponent. With two exceptions,
unpatentability can be based on prior art (35 U.S.C. 102, 103),
insufficiency of disclosure (35 U.S.C. 112, first paragraph),
indefiniteness of claims (35 U.S.C. 112, second paragraph),
double patenting, estoppel, or any other ground which would
suppott a holding that ¢clnims corresponding o & count are not
patentable. The two exceptions are (1) priority of invention of
the subject matter of a count by the moving party as against any
opponent and (2) derivation of the subject matter of a count by
the opponent from the moving party. The two exceptions are
directed to issues which are traditional “priority” issues, ¢.g.,
which inventor made the inveation defined by a count first or,
when derivation is anissue, who made the invention, Resolution
ol those “priority” issues almost always requires the tking of
testimony. A motion for judgment, however, is proper when a
party believes an individual not involved in the interference
made the invention defined by the count prior to an opponent in
the interference, but subsequent to the moving party, Thus, a
patentability issue, such as that raised under 35 U.S.C. 102(g) in
Sutter Products Co. v, Pettibone Mulliken Corp. 428 F.2d 639,
166 USPQ 100 (Tth Cir. 1970}, can properly be raised with a
motion {or judgment under »37 CFR< 1,633(a). Derivation by
anopponent from an individual not involved in the interference
can also be raised under >37 CFR< 1.633(a).

Under »>37 CFR< 1.633(b), a party can move for a judgment
when the party believes there is no interference-in-fact. A
motion for judgment on the ground of no interference-in-fact is
only proper under one of three conditions: (1) when an interfer-
ence involves designs, (2) when the interference involves plant
applications or a plant application and plant patent, or (3) when
no claim of a party which corresponds to a count is identical to
any chuim of an opponent which corresponds (o that count. An
example illustrates when a motion under »>37 CFR< 1.633(b) is
proper.

Exanple 1. Application AD contains patentable claim 1 (6-¢ylin-
der engine). Application AE contains patentable claim 3 (8-cylinder
ongine). An interleronce is declared with & single count (6- or 8.
eylinder engine). Cluim 1 of application AD and claim 3 of application
AL are designated to correspond to the count. Applicant AD bolieves
that a 6-cylinder engine is a “separate patentable invention” (ses >37
CFR< 1.601(n)) from an §-cylinder engine. Applicant AD can filo a
mation indor >37 CFR< 1,633(b) for a judgment on the groumt of no
interference-in-fact stating why a 6-cylinder engine is patentably
distinet from an 8-cylinder engino, If the Board ultimately agrees with
applicant AL, & putent can issue to AD conteining elaim 1 of applica-
tion AD and a second patent can issue to AE comaining claim 3 of
application AL,

Under >37 CFR< 1,633(c), a party may move to redefine
interfering subject matier, One way to redefine interfering
subject matter is to addor substitute a count, Whena party sceks
1o add a count, the poarty is required to demonstrate that the
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proposed count to be added is directed to a “separate patentable
invention” from every other count in the interference.

A motion may be filed to amend an application claim which
has already been designated to correspond to a count, Sce >37
CFR< 1.633(¢)(2). Such a motion may be filed when a party
belicves an application claim designated to correspond to a
count is unpatentable and the amended claim is believed to be
patentable,

An applicant may move to add a claim to the applicant’s
application and to designate the claim to be added to correspond
to a count. See >37 CFR< 1.633(¢)(2). Such a motion may be
filed when the applicant discloses specific subject matter which
is not claimed, wants to claim the subject matter, and have the
subject matter involved in the interference.

Another way to redefing interfering subject matter is to des-
ignate a claim as corresponding or not corresponding o acount,
See>37 CFR< 1.633(c)(3) and (¢)(4). The following examples
illustrate this later point,

Example 2. Application AF contains patentable elaim 1 (engine).
Putent K contains claims 3 (engine) and 5 ( 6-cylinder engine), Claim
1 of application AF and claim 3 of patent K aro designated to corre-
spond 10 the count. Applicant AF believes a 6-cylinder is the “same
patentable invention” (see »>37 CFR< 1.601(n)) as engine. Applicant
AF can file a motion under »37 CFR< 1.633(c)(3) to designate claim
5 of putent K us corresponding to the count. If the motion is granted and
applicant AF prevails in the interference, judgment will b entered
aguinst patenice K and both ¢laims 3 and § of patent K will be cancelled
nnder 35 U.S.CL 135(0).

Exampie 3. Application AG conlains putentable claim 1 (enging).
Patert L contains claim 3 (engine) and 5 (8-cylinder engine). An
interference is declured withone count(engine). Claim 1 of application
AG and claims 3 and 5 of putont L are designated to correspond to the
count, Patantee L belisves that an 8-cylinder engine definos o “separate
patentable invention” (see 37 CEFR< 1.601(n)) from engine. Patentos
L should file amotion under >37 CFR< 1.633(¢)(4) to designated claim
5 of patent L as “not corresponding” to the count. If the motion is
granted and gn adverse judgment is entered against patentee L, only
claim 3 will be cancelled from the patent pursanant to 35 U.S.C, 135(a).

A motion to redefine the interfering subject matter may also
request that an opponeni who is an applicant be required to add
aclaim to the opponent's application and to designate the claim
to correspond to a count. Sec >37 CFR< 1.633¢X3). Such a
motion may be filed when a party sces that the opponent
discloses, but does not claim, subject matter which the party
believes should be involved in the interference.

»37 CFR<* 1.633(i) continues the previous practice (from
37 CFR 1.231) of allowing o party to move to redeline the
subject maner of the interlerence or substitute o different
application when an opponent moves for judgment (see >37
CI'R< 1.633(0) and (b)) or ¢ attack benelit (see >37 CFR<
1633,

Paragraph (j) of >37 CFR< 1.633 permits an opponent 1o
move forbenefitwhenaparty moves to add or substitute a count,
Thus, when a motion to add a count is filed by a party and an
opponent wants benelitof an carlier application in the event the
motion to add is granted, the opponent should file 4 motion
under »>37 CFR«< 1,633()) to be accorded benelit, The mere fact
that the opponent had been accorded benefit of an ecarlier
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application when the interference was declared does not mean
the opponent will be accorded benefit as to some other count
which may be added on motion of some other party.

>37 CFR<* 1.633(c) adopts the estoppel rule approved by
the Court of Customs and Patent Appealsin Averyv. Chase, 101
F.2d 205, 40 USPQ 343 (CCPA 1939), cert. denied, 307 U.S.
638 (1939).

The following comment by the CCPA inits opinion inln re
Shimer, 69 F.2d 556, 558, 21 USPQ 161, 163 (CCPA 1034),
accuratcly expresses the intent of the PTO in promulgating >37
CFR< 1.633(¢) and 1.658(c):

“It may be stated that this rule works no hardship on him
who is diligent in pursuit of his rights. When an interference
is declared, the files of his contestants are open to him, He
has full cognizance of their disclosures and cliims. So
advised, it becomes his duty 1o put forward cvery claim he
has. [»37 CFR<* 1.633(c)] . . . alfords him the opportunity.
If the rule be not enforced or enforceable, then delays and
litigation are greatly increased. It is quite obvious that the
doctrine of cstoppel, as applicd in these cases, results in the
better conduct of the business of the Patent [and Trade-

_ mark]} Office and in the public good.”

1f a party belicves that an opponent kas committed “fraund”
or has engaged in “incquitable conduct,” the party may file a
motion under >37 CFR< 1.633(a) for judgment on the basis of
“fraud” or “incquitable conduct” must make out a case by clear
and convincing evidence. The examiner-in-chicf has sufficient
authority under the rules to preclude & party from proceeding in
an interference on a bascless charge of “fraud” or “inequituble
conduct.” See also 37 CFR 10.23(c)(18).

2333.01 Preliminary Motions - Related to Appli
cation Not Involved in Interference [R-2)

Whenever a party in interference brings a motion under 37
CFR 1.633(d) or (¢) conceming an application not already
included in the interference, the examiner-in-chief should at
once send the primary cxaminer a written notice of such motion
and the primary examiner should place this notice in said
application file.

The notice is cusiomarily sent to the examining group which
declared the interference since the application referred to in the
motion is gencrally examined in the same group. However, if the
application is not being examined in the same group, then the
correct examining group should be ascertained and the notice
forwarded to that group.

This notice serves usceful and essential purposes, and duc at-
tention must be given to it by the examiner when it is received.
IFirst, the examiner is cautioned by this notice not o consider ex
parte, questions which are pending before the Office in inter
partes proceedings involving the same applicant or party in
interest, Second, if the application which is the subject of the
motion is in issuc and the last date for paying the issue fee will
not permit determination of the motion, it will be nccessary o
withdraw the application from issue. Third, if the application
contains an affidavit or declaration under 37 CFR 1.131 or
1.608, this must be scaled because the opposing parties have
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access to the application,

2333.02 Preliminary Motions - Benefit of Foreign
Filing Date [R-2]

It a request for the benefit of a forcign fiting date under 35
U.S.C. 119 s filed while an application is involved in interfer-
ence, the papers arc 1o be placed in the application file in the
same manner as amendments received during inter{erence, and
appropriate action taken after the termination of the interfer-
ence.

A party who desires to be accorded the benefit of a foreign
filing date which was not accorded in the declaration papers
should file a motion for benefit of that filing date under 37 CFR
1.633(D and the matter will be considered on an inter paries
basis.

2334 Motions to Correct Inventorship [R-9]

37 CFR 1.634 Motion to correct inventorship.

A pitrty may {ile a motion to (a) amend its application involved in
an interference 1o correet inventorship as provided by § 1.48 or (bv)
correct inventorship of its patent involved in an interference as pro-
vided in § 1.324. See § 1.637(n).

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985

>37 CFR< 1.634 authorizesa motion to correct inventorship
inanapplication (see >37CFR< 1. 4R8) ora patent (see >37CFR<
1.324) involved in an interference, ‘

A party who wishes to change the named inventive entity of
its application or patent involved in an interference must do so
bry way of a motion uudes 37 CFR 1.634. Suchamotion mustbe
accompanicd by the items required by 37 CIFR 1.48 (in the case
of an application) or 37 CFR 1.324 (in the case of a patent), and
decided by the examiner-in-chicf, 1f the primary examiner
becomes aware that papers under 37 CFR 148 or 1.324 have
been filed in an application or patent, respectively, involved in
an interference, the examiner should call them to the attention
of the examiner-in-chicf in charge of the interference.

2335 Miscellancous Motions [R-9]

37 CEFR 1.635 Miscellancous motions.

A party seeking entry of an order relating to any matter other than
amatter which may be raised wider § 1.633 or 1,634 may file a motion
requesting entry of the order. Sce § 1.637 (a) and (b).

[49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985]

>37 CFR<* 1.635 authorizes the filing of motions other than
those specificd in >37 CFR< 1.633 or 1.634. Motions filed
under >37 CFR< 1635 will be referred to as “miscellancous
motions” to distinguish from “preliminary motions™ under >37
CFR< 1.633. Instances where a miscellancous motion can be
filed include motions to correct an crror in a preliminary
statement, 1o extend time for aking action or 10 scek judicial
review, Lo obtain permission o proceed under 35 U.8.C. 24, or
10 obtain additional discovery,
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2336 Time for Filing Motions [R-9]

37 CFR 1.636 Motions, time for filing.

(1) A preliminary motion under § 1.633 (a) through (h) shall be
filed within a time period set by an examiner-in-chief,

(b) A preliminary motion under § 1.633 (i) or (§) shall be filed
within 20 days of the service of the preliminary motion under § 1.633
(a), (b), (cX(1), or (g) unless otherwisc ordered by an examiner-in-chief.

(¢) A motion under § 1.634 shall be diligently filed after an error
is discovered in the inventorship of an application or patentinvolved in
an interference unless otherwise ordered by an examiner-in-chief.

(d) Amotionunder § 1,635 shallbe filed as specified inthis subpart
or when appropriate unless otherwise ordered by an examiner-in-chief.

|49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985 )

>37 CFR< 1.636 scts out the times within which a motion
can be filed.

A party must cxcrcise diligence in correcting inventorship.
Van Queren v, Hafner, 278 F.2d 738, 126 USPQ 151 (CCPA
1960).

2337 Motion Content [R-9]

37 CFR 1.637 Content of motions.

(1) Every motion shall include (1) a statement of the precise relief
requested, (2) a statement of the material facts in support of the motion,
and (3) a full statement of the reasons why the relief requested should
be granted.

(b) A motion under § 1.635 shall contain & cenificate by the
moving party stating that the moving party has conferred with all
opposing parties in an effort in good faith to resolve by agreement the
issues raised by themotion. A moving party shall indicate in themotion
whether any other pasty plans to oppose the motion. The provisions of
this puragraph do not apply to a motion to suppress evidence ( §
1.656(h)).

(c) A preliminary motion under § 1.633(c) shall explain why the
interfering subject matter should be redefined.

(1) A prelimiinary motion secking to add or substitute a count
shall:

(i) Propose each count to be added or substituted.

(i) When the moving party is an applicant, show the patentabil-
ity to the applicant of all claims in, or proposed to be added to, the
party's application which corvespond to each proposed count and apply
the terms of the claims to the disclosure of the party s application; when
necessary & moving party applicant shell file with the motion an
amendment adding any proposed claim to the application.

(i1i) Identify all claims in an opponent’s application which
should be designated to correspond to each proposed count; if an
opponent's upplication does not contain such aclaim, the moving party
shall propose a cleim to be added to the opponent's application. The
moving party shall show the patontability of any proposed claims to the
opponent and apply the terms of the claims to the disclosuse of the
opponent’s application,

(iv) Designate the claims of any patent involved in the interfer-
ence which define the same patentable invention as cach proposed
count.

(v) Show that each proposcd count defines & separate patentable
invention from every other count in the interference.

(vi) Beaccompanied by amotionunder § 1.633(f) requesting the
benefit of the filing date of any earlier application filed in the United
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States or abroad.

(2) A preliminary motion seeking to amend an application claim
corresponding 1o a count or adding a claim to be designated to
correspond to a count shall:

" (1) Propose an amended or added claim,

(ii) Show that the proposed or added claim defines the same
patentable invention as the count.

(iil) Show the patentability to the applicant of ecach amended or
added claim and apply the terms of the amended or added claim to the
disclosure of the application; when necessary a moving party applicant
shall file with the motion an amendment making the amended or added
claim to the application.

(iv) Be accompaniced by a motionunder § 1.633(f) requesting the
benefit of the filing date of any carlier appl cation filed in the United
States or abroad.

(3) A preliminary motion secking to des. gnate an application or
patent claim to correspond to a count shall:

(i) Identify the claim and the count.

(ii) Show the claim defines the same patentaile invention as the
count.

(iii) Be accompnied by a motion under § 1.633(0 requesting the
benefit of the filing date of any earlier application liled in the United
States or abroad.

(4) A preliminary motion secking to designate un applicaiion or
patent claim as not corresponding to a count shall:

(i) Identity the claim and the count.

(ii) Show theclaim does notdefine the same patentable invention
as any other claim designated in the notice declaring the interference as
corresponding to the count.

(5) A preliminary motion secking to require an opponent who is
an applicant to add a claim and designate the clnim as corresponding to
& count shall:

(i) Propose a claim to be added by the opponent,

(if) Show the patentability Lo the opponent of the claim and apply
the terms of the claim to the disclosure of the opponent’s application.

(iii) Identify the count to which the claim shall be designated to
correspond,

(iv) Show the cluim defines the same patentable invention as the
count to which it will be designated to correspond.

(d) A preliminary motion under § 1.633(d) to substitute a different
application shall:

(1) Identify the different application,

(2) Certify that a complete copy of the file of the differemt
application, except for documents filed under § 1.13. or § 1.608, has
been served on ail opponents.

(3) Show the patentability to the applicant of all claims in, or
proposed to be added to, the different application which correspond to
cach count and apply the terms of the claims to the disclosure of the
different application; when necessary the applicant shall file with the
motion an amendment adding a claim to the different application,

(4) Be sccompanied by « motion under § 1.633(f) requesting the
benefit of the filing date of an carlicr application filed in the United
States or abroad.

(e) A pretiminary motion Lo declare an additional interference
under § 1.633(c) shall explain why an additional interference is neces-
sary.

(1) Whenthe preliminary motion seeks an additional interference
under § 1.633¢e)(1), the motion shall:

(i) Identify the additional application.

(i} Certify that a complete copy of the file of the additional
application, except for documents filed under § 1.131 or § 1,608, has
been served on all opponents.

2300 - 37

2337

(iii) Propose a count for the additional interference.

(iv) Show the patentability to the applicant of all claims in, or
proposed to be added to, the additional application which correspond
to cach proposed count for the additional interference and apply the
terms of the claims to the disclosure of the additional application; when
necessary the applicant shalltile with the motion an amendment adding
any claim to the additional application.

(v) When the opponent is an applicant, show the patentability to
the opponent of any claims in, or proposed to be added to, the
opponent’s application which correspond to the proposed count and
apply the terms of the claims to the disclosure of the opponent’s
spplication.

(vi) **>Identify all claims in the opponent’s application or
patent which should be designated to correspond to each proposed
count; if the opponent’s application does not contain any such claim,
the motion shall propose a claim to be added to the opponent’s
application.<

(vii) Show that each proposed count for the additional intesfer-
ence defines aseparate patentable invention from all counts of the inter-
ference in which the motion is filed.

(viti) Be accompunied by a motion under § 1.633(0) requesting
the benefit of the filing date of an earlier application filed in the United
States or abroad,

(2) When the preliminary motion secks an additional interference
under § 1.633(e)(2), the motion shall;

(i) ldentify any application or patent to be involved in the
additional interference.

(ii) Propose a count for the additional interference.

(iii) When the moving party is an applicant, show the patentabil-
ity to the applicant of all claims in, or proposed to be added to, the
party’s application which correspond to cach proposed count and apply
the terms of the claims to the disclosure of the party s application; when
necessary a moving party applicant shall file with the motion an
amendment adding any proposed claim to the application,

(iv) Identify all claims in any opponent’s application which
should be designated 1o correspond 1o each proposed count; if an
opponent’s application does not contain such a claim the moving party
shall propose a claim to be added 1o the opponent’s application. The
moving purty shall show the patentability of any proposed claim to the
opponent and apply the terms of the claim to the disclosure of the
opponent’s application.

(v) Designate the claims of any patent involved in the interfer-
ence which define the same patentable invention as cach proposed
count,

(vi) Show that each proposed count for the additional interfer-
ence defines a separate patentable invention from all counts in the inter-
ference in which the motion is filed,

(vii) Beaccompanied by a motion under § 1.633(f) requesting
the benefitof the filing date of an carlier application filed in the United
States or abroad.

(N A preliminary motion for benefit under § 1.633(D shall:

(1) Identify the carlier application.

(2) When the carlier application is an application filed in the
United States, certify that a complete copy of the file of the carlier
application, except for documents filed under § 1.131 or § 1.608, has
been served on all opponents. When the carlier application is an
application filed abroad, centify that a copy of the application filed
abroad has been served on all opponents. If the carlier application filed
abroad is not in English, the requirements of § 1.647 must also be met.

(3) Show that the carlier application constitutes a constructive re-
duction (o practice of each count.

(g) A preliminary motion to attack benefit under § 1.633(g) shall
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explain, as to cach count, why an opponent should not be accorded the
benefit of the filing date of the earlier application,

(h) A preliminary motion to add an application for reissue under
§ 1.633(h) shall:

(1) identify the application for reissue,

(2) Certify that & complete copy of the file of the application for
reissue has been served on all opponents.

(3) Show the putentability of all claims in, or proposed to be added
to, the applicatica for reissue which correspond to each count and apply
the terms of the claims to the disclosure of the application for reissue;
when necessary o moving applicant for reissue shall file with the
motion an amendment adding any proposed cliim to the application for
reissue,

(4) Be accompanied by a motion under § 1.633(f) requesting the
benefit of the filing date of an earlier application filed in the United
States or sbroad,

[40 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985; para. (e)(1)(iv) amended June 23, 1988, 53 FR
23735, effective Sept. 12, 1988]

37 CFR 1.637(c)(1)(vi) requires that a motion 1o declare an
additional interference under 37 CFR 1.633(¢)(1) between an
additional application not involved in the interference and
owned by a party and an opponent’s application or patent
involved in theinterference cither (1) designate the claims of the
opponent’s application or patent which define the same patent-
able invention defined by the proposed count or (2), if the
opponent’s application doces not contain any such claim, the
moving party must propose a claim to he added to the opponent’s
application.<

>37 CFR< 1.637 scts out the content of motions. In prior
interference practice, partics and their counsel have had diffi-
culty mecting all the “unwritten” requirements for motions
under former 37 CFR 1,231, 537 CFR< 1.637 is quite specific
in setting out the requirements for each type of motion, particu-
larly the preliminary motions, By setting out with specificity the
requirements for cach type of motion, it is intended (0 minimize
disposition of motions on technicalitics.

>3TCFR<1.637 sets out the requirements of a motion: smder
»37 CFR< 1.633(c)(5). Those requirements are: the moving
party must (1) propose a claim to be added o the opponent’s
application, (2) show the patentability of the claim to the
opponentand apply the terms of the claim to the disclosure of the
opponent’s application, (3) identily the count to which the
proposed claim shall be designated to corsespond, and (4) show
that the proposed claim defines the same patentable invention ag
the count to which it will be designated to correspond. The
following example illustrates how practice under >37 CFR<
1.633(¢)(8) and >37 CFR< 1.637(c)(5) is expected to occur,

Example. Application AV discloses engines and in particular a 6-
eylinder engine. Application AV contains only claim 1 (engine).
Application AW discloses engines in general, but does not specifically
disclose o 6-cylinder engine. Application AW contains only a single
cliim 3 (engine). Secing that application AV specifically discloses a 6-
cylinder engine and believing that a 6-cylinder is the same putentable
invention as “engine,” AW could move under >37 CFR< 1.633(¢)(5)
to require applicant AV to add a claim (6-cylinder engine) and 0 have
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the claim designated to correspond to the count (engine). Applicant AV
cauld oppose on the ground that a 6-cylinder engine is not the “same
patentable invention” as “engine.” If the motion is granted, applicant
AV would be required to a add a claim to 6-cylinder engine and the
claim would be designated to correspond o the count, If applicant AV
loses the interference, the judgment would preclude applicant AV from
obtaining apatent with claims to “engine” or “6-cylinder engine.” If the
motion is denied on the basis that a 6-cylinder engine is not the same
patentable invention, applicant AV would not be required 1o present a
cluim to a 6-cylinder engine and would be able to pursue such a claim
ex parte even if applicant AV losces the interference.

If an applicant is ordered by an examiner-in-chief o file an
amendment to present a claim and the applicant fails or refuses
1o timely present the amendment, the failure or refusal will be
taken without further action as a disclaimer by the applicant of
the subject matter of the claim. See the second sentence of >37
CFR< 1.640(b)(1).

Under the rules, it is not the intent of the PTO o allow a
senior party totest the sufficiency of the case-in-chief of a junior
party prior to final hearing, Thus, a “motion for a dirccted
verdict” (see Rule 50(a) of the Federal Rules of Civil Procedure)
at the conclusion of the junior party’s case-in-chief and prior 1o
a senior party's case-in-chiel is not authorized under the rules.
Il a senior party believes the case-in-chief of the junior party is
insutficicnt as a matter of law, the senior party may elect 10
proceed immediately to final hearing, If the senior party is
incorrect, however, the senior party will have waived any right
to present any case-in-chief or rebutial. Sce e.g., Comstock v,
Kroekel, 200 USPQ 548, 550, n. 4 (Comm’r. Pat. 1978);
Lorenianv. Winstead, 127 USPQ 501, 508 (Bd. Pat, Int. 1959);
and more recently, Burson v, Carmichael, 731 F.2d 849, 221
USPQ 664 (Fed. Cir, 1984)(“There is no suppost in the law for
repeated bites at the apple™). This would be true even if the only
cvidence relied upon by the junior party is a showing under >37
CFR< 1.608(b). In this respect, the rules codify the decision in
Walsh v. Sakai, 167 USPQ 465 (Comm'r. Pat, 1970).

2338 Opposition and Reply [R-9)

37 CFR 1.638 Opposition and reply, time for filing opposition and
reply.

(0) Unless otherwise ordered by the examiner-in-chief, any oppo-
sition to any motion shall be filed within 20 days afier service of the
motion, Ar opposition shall (1) identify any material fact set forth in
the motion which is in dispute and (2) include an argument why the
relief requested in the motion should be denied.

(b} Unless otherwise ordered by an examiner-in-chief, areply shall
be filed within 15 days after service of the opposition. A reply shall be
directed only to new points raised in the opposition.

(49 FR 48416, Dec, 12, 1984, ndded effective Feb. 11, 1985)

>37 CFR< 1.638 authorizes oppositions tomotions, Any op-
position must identily any material fact in dispute. A reply toan
opposition is authorized for all motions. A reply toareply is not
authorized.
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2339 Evidence in Support of Motion, Opposition,
or Reply [R-9]

37CFR 1,639 Evidence in support of motion, opposition, or reply.

(1) Proof of any material fuct alleged in & motion, opposition, or
reply must be filed and served with the motion, opposition, or reply
unless the proof relied upon is part of the interference file or the file of
any patent or application involved in the interference or any carlier
application filed in the United States of which a party has been accorded
or seeks to be accorded benefit.

(b) Proof may be in the form of patents, printed publications, and
affidavits,

(¢) When a party believes the testimony is necessary to support or
oppose a preliminary motion under § 1,633 or a motion to correct
inventorship under § 1.634, the party shall describe the nature of the
testimony needed. If the examiner-in-chief finds that westimony is
needed to decide the motion, the examiner-in-chief may grant appro.
priete interlocutory relief and enter an order suthorizing the tking of
testimony and deferring a decision on the motion 1o {inal hearing,

{49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985

>37 CFR< 1,639 sets forth the evidence which may accom-
pany amotion, opposition, or reply, Every material fact alleged
ina motion, opposition, or a reply must e supporicd by proof,
>37 CFR< 1.639¢h) authorizes affidavits to be used as proof for
any motion, The affidavit may later be used by a party during
the testimony period (see >37 CFR< 1.671(¢) and 1.672(h)).
When a party believes that testimony is necessary to decide a
motion under >37 CFR< 1,633 or 1.634, the party must describe
the nature of the estimony needed, 1 an examiner-in-chief
agrees that testimony is needed, appropriate interlocutory relief
will be granted and testimony will be ordered.

Ieshould be noted that if affidavitscannot be timely prepared
1o be filed with a motion, the moving party may wish 10 take
advantage of paragraph (¢) of =37 CFR< 1,639 which requires
a party 10 specify any testimony neceded to resolve a motion, A
moving party or an opponent may describe any testimony
needed to resolve a motion under cither »>37 CFR< 1.633 or
1.634. Often, testimony is needed 1o resolve inventorship dis-
putes. Accordingly, a party may describe testimony needa: 10
resolve motions to correct inventorship under »37 CFR< 1.634,
It should be noted that if a party relies solely on affidavits in
support of a motion (under »37 CFR< 1633 or 1.634) and the
issue raised in the motion is to be considered at final hearing, the
party must comply with >37 CFR< 167 1(c).

Example. Aninterference is dectored with ong count between ap-
plication AH and application AJ. Applicant AH files a preliminary
motion under »37 CFR 1.633(c)(1) 10 redefine the interference by
adding a second count, In order to suceeed, applicant A must show
thatihe proposed count to be added is directed to a *separate patentahle
invention™ (see >37 CFR«< 1.60110)) from the count already in the
interfereace, In the motion, applicant AH sets forth in detail the
testimony which will be required to prove that the subject matter of the
proposed count is to a separate patentable invention from the subject
matter of the count in the interference. Applicant Al opposes the
mation on the graund that the proposed and present counts define the
“same patentable invention” (see »37 CFR< 1.60B(n)). An examiner.
in-chief determines that o material fact is in dispmte and that the
applicant AH has established testimony is needed to properly rde on
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the motion. Under the circumstances, the motion will be deferred 1o
final hearmg wd u testimony period will be ordered, The question of
(1) whether the proposed and present counts define the same patentable
invention and (2) priority will be decided at final hearing.

2340 Motions, Hearing and Decision [R-9]

37 CFR 1.640 Motions, hearing and decision, redeclaration of
interference, order 0 show cause.

(8) A hearing on o motion may be held in the discretion of the
examiner-in-chief, The examiner-in-chicf shall set the date and time
for any hearing, The length of oral argument at a hearing on a motion
is a matter within the diseretion of the examiner-in-chief. An examiner-
in-chict may direct that & hearing take place by telephone, ‘

() Motions will be decided by an examiner-in-chief. An exam-
iner-in-chiefmay consult with unexaminer in deciding motions involv.
ing aquestionof patentubility, Anexaminer-in-chief may grantor deny
any motionor take such other uction which will secure the just, speedy,
and inexpensive determination of the interference,

(1) When preliminary motions under § 1.633 are decided, the ex-
aminer-in-chiel will; when necessary, set a time for filing any amend-
ment 1o an application involved in the interference and for filing a sup-
plemental preliminary statement as to any new counts involved in the
interference. Failure or refusal of a party to timely present an amend-
ment required by an examiner-in<chief shall be tuken withont further
action as a disclaimer by that party of the invention involved, A
supplemental preliminary statement shall meet the requirements speci-
fied in § 1.623, § 1.624, § 1.625, or § 1.626, but need not be filed if a
party states that it intends to rely on a preliminary statement previously
filed under § 1,021(n). After the time expires for filing any amendment
and supplemental preliminary statement, the examiner- in-chief will, if
necessary, redeclare the interference.

(2) Alter adecision is entered on preliminary motions liled under
§ 1,633, a further motion under § 1.633 will not be considered except
as provided by § 1.655(h).

() When a decision on any motion under § 1,633, § 1,634, or §
1.635 is entered which does not result in the issuance ol an order to
show cuuse under paragraph (d) of this section, a puety may file a
request for reconsideration within 14 days after the date of the decision,
The filing of @ reguest for reconsideration will not stay sny time period
set by the decision, The request for reconsideration shall specify with
particularity the poirts believed to have been misapprehended or
overlooked in rendering the decision. No opposition 10 a request for
reconsideration shall be filed unless requested by anexaminer-in-chief
orthe Board, A decision of a single examiner-in-chief will notordinar-
ily be modified unless an opposition has been requested by an exam-
iner-in-¢chiel or the Board. The request for reconsideration shall be
acted on by o panel of the Bourd consisting of at least three examiners.
in-chief, one of whom will normally be the examiner-in-chief who
decided the motion,

() An examiner-in-chief muy issue an order ta show cause why
jdgment should uot be entered against a party when:

(1) A decision on a motion is entered which is dispositive of the
interference ngainst the party as to any count;

(2) The party is a junior party who fails to file a preliminary
statement; or

() The party is a junior party whose preliminary statement fails
o overcome the earlier of the filing date or effective filing date of
another party,

(¢) When an order to show cause is issued under paragraph (d) of
this section, the Board shall enter & judgment in accordance with the
arder unless, within 20 days after the date of the order, the party against
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whom the order issued files a paper which shows good cause why
yudpmentshould not be entered in accordiance with the order, Any other
party may file a response to the paper within 20 days of the dite of
serviceof the paper f the purty against whom the order was issued fails
to show good cause, the Board shall enter judgment against the party.
I o party wishes (o take testimony inresponse to anorderto show cause,
the party's response should be accompanied by a motion (§ 1.635) re-
questing the testimony period. See § 1,651 {e)4).

{19 FR 48416, Dee. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985]

Under>37CER< 1,640, anexaminer-in-chicf will decide all
motions. A hearing (in person or by telephone) may be held on
a motion in the discretion of an examiner-in-chief. Where
appropriate, an examiner-in-chief may consult with an ¢xam-
iner on a question of patentability which arises in the first
instance in the interference, For example, a party may allege
unpatentability over a reference not previously considered, or
may attemplt to add a count drawn to subgect matter which was
not previously examined. Consultation will not be necessary
where the examiner had alrcady ruled on the patentability
question which comes before the examiner-in-chiel or the
Board.

The extent of the consultation will be determined by the ¢x-
aminer-in-chicf; the examiner may be consulted merely on one
point of patentabifity, or may be asked to conduct a search of
newly-presented counts or claims, The consultation may be
informal, as by a telephone calf, or may be by a more formal
written memorandum to the examiner.

1t should be noted that nothing in >37 CFR< 1.640 author-
izes conferences between examiners-in-chicf and examiners isi
ex parte appeals under 35 U.S.C. 134 from an adverse decision
of an examiner,

In rendering a decision, the examines-in-chief is not limited
(o granting or denying a motion, but is also empowered (o “take
such other action which will secure the just, specdy, and
inespensivedetermination of theinterference.” 37 CFR 1.640(b).

A party isentitledto reguest reconsideration of adecision on
4 motion by a single examiner-in-chicf, An opposition to a re-
quest for reconsideration may not be filed unless ordered by an
examiner-in-chicf or the Board, but the decision by the single
examiner-in-chicf will not normally be modified unless an
oppasition has been requested. The request for reconsideration
will he acted on by a pancl of the Board consisting of at Jeast
three examiners-in-chicf, one of whom will normally be the
csaminer-in-chict who decided the motion. 1t is believed that
partics in interfcrence cases will feel that their requests for
reconsideration are being more fully considered if more than
one person considers their request, ‘The (wo additional examin-
ers-in-ehiet can consult with (he examiner-in-chicf most famil-
wur with the case, but can control the decision onreconsideration
by a majority vote, Use of the examiner-in-chicf who decided
the motion and two additional examiners-in-chief (1) mini-
mizes detay which wounld oceur if three new examiners-in-chicf
were used who were unfamiliar with the record and (2) mini-
mizes the possibility that reversible error occurred if only the
examiner-in-chicf who decided the motion also individually
decided the request for reconsideration,
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Afler the decision on motion is rendered, the interference
may take g numberof different coursces. I amotion for judgment
is granted, the examiner-in-chicf will issue an order to show
cause against the party or partics to whom the motion applics.
Judgment will be entered against the party or parties by the
Board if they do not respond to the order. If a motion for
judgment is not granted an order to show cause will be issued
againstthe junior party who did not filea preliminary statement,
or whose statement fails to overcome another party’s effective
filing date; otherwise, the interference proceeds to the testimony
stage,

The former rules (37 CFR 1.231(d)) provided that a request
for reconsideration of a decision on >37 CFR< 1.231 motions
would not be entertained; however, a party could petition the
Commissioner under 37 CFR 1.244 for the exercise of supervi-
sory authority with respect to the motion decision. The revised
rules cffectively reverse this arrangement by providing that a
party may request that the Board reconsider an examiner-in-
chief’s decision on any motion, ¢xcept a decision granting a
motion for judgment (37 CFR 1.640(¢)). On the other hand, the
ability to petition adecision on motion is sharply curtailed by the
provisionof 37 CFR 1.644(a)(2) that petitions secking toinvoke
the supervisory authority of the Commissioner may not be filed
prior to a decision by the Board awarding judgment,

2341 Unpatentability Discovered [R-2]}

I7 CFR 1.641 Unpatensability discovered by examiner-in-chief.

During the pendency of an interference, if the examiner-in-chief
becomes aware of ¢ reason why g claim corresponding to & count may
not be patentable, the examiner-in-chief may notify the parties of the
reason and sct a time within which each party may present its views.
After considering any timely filed views, the examiner-in-chief shall
decide how the interference shall proceed.

{49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985)

If the examiner, while the interference is pending, discovers
a reference or other reason which he or she believes would
render one or more of the parties’ claims corresponding to the
count(s) unpatentable, the reference or other reason should be
brought to the attention of the examiner-in-chicef in charge of the
interference. The examiner-in-chicef will determine whataction,
if any, should be taken in the interference.

2342 Addition (o Interference [R-2]

37 CFR 1.642 Addition of application or patent to interference.
During the pendency of an interference, if the examiner-in-chief
becomes awnre of an application or a patent not involved in the
interference which claims the same patentable invention as a count in
the interference, the examiner-in-chief may add the aepplication or
patent to the interference on such terms as muy be fair 1o all parties.
149 FR 48416, Dec. 12, 1984, sdded effective Feb. 11, 1985]

>37 CFR< 1.642 permits an cxaminer-in-chief to add a
newly discovered patent, as well as newly discovered applica-
tions, 1o sn interference since 35 U.S.C. 135(a) authorizes
interferences between applications and patents,
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EXAMINER DISCOVERS ANOTHER APPLICATION OR
PATENT DURING INTERFERENCE

If, during the pendency of an interference, the examiner dis-
covers another application or patent claiming subject matter
which is the same as, or not patentably distinct {rom, the
invention defined in a count of the interference, the examiner
should bring the application or patent to the atention of the
cxaminer-in-chief in charge of the interference. The examiner-
in-chief will determine what action, if any, should be taken in
the interference.

If the application in question is for rcissue of a patent
involved in the interference, sce MPEP § 2360.

2343 Prosecution by Assignee [R-2]

37 CFR 1.643 Prosecution of interference by assignee.

(a) Anassignee of record inthe Patent and Trademark Office of the
entire interest in an application or patent involved in an interference is
entitled to conduct prosecution of the interference w the exclusion of
the inventor.

(b) An assignee of a part interest in an application or palent
involved in an interference may file a motion (§ 1.635) for entry of an
order authorizing it 10 prosccule the interference. The motion shall
show (1) the inability or refusal of the invemor 1o prosecute the
interference or (2) other cause why the ends of justice require that the
assignee of a part interest be permitied 10 prosecule the interference.
The examiner-in-chiel may allow the assignee of a part interest 1o
prosecute the interference upon such terms as may he appropriate.

[49 FR 48416, Duc. 12, 1984, added effective Feb, 11, 1985]

2344 Petitions [R-9]

37 CFR 1.644 Petitions in interferences,

(4) There is no appeal to the Commissioner in an interference from
a decision of an examiner-in-chicf or a panel consisting of more than
one examiner-in-chief. The Commissioner will not consider a petition
in an interference unless:

(1) The petition is from a decision of an examiner-in-chief or a
pinel and the examiner-in-chief or the panel! shall be of the opinion (i)
that the decision involves a controlling question of procedure or an
interpretation of a rule to which there is a substantial ground for a
difference of opinion and (i) that an inunediate decision on petition by
the Commissioner may materially advance the ultimate termination of
the interference;

(2) The petition seeks lo invoke the supervisory authority of the
Commissioner and is not filed prior to the decision of the Board
awarding judgment and does not relate 1o (i) the merits of priority of
invention or patentability or (i} the admissibility of evidence under the
Federal Rules of Evidence; or

(3) The petition seeks relief under § 1,183,

(1) A petitionunder paragraph (a)(1)of this section filed more than
15 days after the date of the decision of the examiner-in-chief or the
pancl may be disniissed as untimely. A petition under paragraph (a)(2)
of this section shall not be filed prior to decision by the Board awarding
jndgment. Any petition under paragraph (a)(3) of this section shall be
timely if it is made as part of, or simultancously with, a proper niotion
under § 1,633, § 1.634, or § 1.635. Any opposition to a petition shall be
filedt within 15 days of the date of service of the petition,

(¢) The filing of a petition shall not stay the proceeding unless o
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stay is granted in the discretion of the examiner-in-chief, the panel, or
the Commissioner.

(d) Any petition must contain a statementof the facts involved and
the point or points 1o be reviewed and the action requested. Briefs or
memoranda, if any, in support of the petition or opposition shall
accompany or be embodied therein. The petition will be decided on the
basis of the record made hefore the examiner-in-chief or the panel and
no new evidence will be considered by the Commissioner in deciding
the petition, Copies of documents already of record in the interference
shall not be submitted with the petition or opposition.

(¢) Any petition under paragraph (a) of this section shall be accom-
penicd by the pelition fee set forth in § 1.17(h).

(f) Any request for reconsideration of a decision by the Commis-
sioner shall be filed within 15 days of the decision of the Commissioner
and must be accompanicd by the fee set forth in § 1.17(01). No
opposition to a request for reconsideration shall be filed unless re-
quested by the Commissioner. The decision will not ordinarily be
modified unless such an opposition has been requested by the Commis-
sioner,

() Wherereasonably possible, service of any petition, opposition,
or request for reconsideration shall be such that delivery is accom-
plished within one working day. Service by hand or “Express Mail”
complies with this paragraph.

(h) Anoral hearing on the petition will not be granted except when
considered necessary by the Commissioner.

(1) The Commissioner may delegate to appropriate Patent and
Trademark Office employees the determination of petitions under this
section.

149 FR 48416, Dec. 12, 1984, ndded effective Feb. 11, 1985; 50 FR
23124, May 31, 1985]

Under 37 CFR 1.644, petitions to the Commissioner arc
authorized in interference cases under certain restricted condi-
tions. Petitions in interferences have in the past been the source
of substantial delay. 37 CFR 1.644 attempts to minimize those
delays. 37 CFR 1.644 aathorizes a petition to the Commissioner
from a decision of an examiner-in-chicf or a panel when the
cxamincr-in-chiclor the panel shall be of the opinion (1) thatthe
decision involves a controlling question of procedure or an
interpretation of a rule as to which there is a substantial ground
foradifference of opinion and (2) that an immediate decisionon
petition would materially advance the ultimate termination of
the interference. The standard is intended 10 be analogous to that
of adistrictcourt certifying a question 1o a courtof appeals under
28 U.S.C. 1292(I). A petition can be filed secking to invoke the
supervisory authority of the Commissioner, However, the peti-
tion cannot be filed prior to entry of judgment and cannot relate
10 the merits of priority or patentability or the admissibility of
evidence under the Federal Rules of Evidence. A petition may
alsobe filed seeking waiver of arule. A fecassctforthin 37CFR
1.17(h) is charged for cach petition and for cach request for re-
consideration of a decision on petition. Any petition can be
decided on the record made before the examiner-in-chicf or the
Board and additional cvidence cannof be submiticd with the
petition. An opposition cannot be filed unless ordered by the
Commissioner, Where reasonably possible, service of a petition
must be such that delivery is accomplished within onc day.
Service by hand or “Express Mail” complies with this require-
ment,

When a PTO employee is granted anthority 1o decide a
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petition under 37 CIFR 1.644(31) in an interference case, the = U8 Touitof Appeals for the Federal Circuitor for commencing acivil
employee will not be the exaniiner-in-chict handling (he inter- action, a< party may file a motion (§ 1.635) secking an extension of
ference or an employee on a panel of the Board deciding the  timeto (u‘kc netion inan interference>. See § 1.304() for extensions of
petition. 1t is expected that an employee deciding a petition by limg\l'or lilinﬁf. u.m)li(:c of appeal ""*>l0 l_?iu: U.S'. (..‘()ll.l“l ()I'Apl.w,uls for
delegation of authority will be one who could exercise inde- the _I.'ctlu.rn‘l(',,'nrcuu_?r'fnrc:(?nuncnmngucnvnluclmn.-:]hc'lm)u_onshfnll
pendent judgment on the petition bearing in mind that a petition :w' filed within sufficient time to actually reach "*"; exantiner-in-chicl
will be decided on the record made before the examiner-in-chicf pefore expiration of the time l.m ml.“"g action®, A moving purly
) \ ) Al - should not assume that the motion will be granted even if there is no
or the panel. In connection with this later point, findings of fact 150 cti0n by any other party. The motion will be denied unless the
by an examiner-in-chict or the Board will be presumed o be poving party shows good cause why an extension should be granted.
correct unless shown to be clearly crroncous. Riscretionary The press ol other business arising after an examiner-in-chief seis s
action by an examiner-in-chicf or the Board will not be over- — time for taking action will not normally constitute good cause. A
turned unless it is shown that an abuse of discretion occurred. motion seeking additional time 1o 1ake lestimony because a party has
A petition under 37 CFR 1,644 (2)(2) cannot be filed until not been able 1o procure the testimony of a witness shall set forth the
after the Board has eniered judgment and the petition cannot — name of the wilngss, any steps taken 1o procure the testimony of the
relate 10 the merits of priority of invention or patentability or a wilness, the dates on which t‘hc steps were token, and the facts expected
question of whether evidence is admissible under Federal Rules 1 he proved through the witness. .
of Evidence. .(h) ,Any puper l).clmc(lly fl llt'.(l‘\‘n.VI." not be considered excepl upon
The provisions of 37 CFR 1.644() apply only 1o petitions n‘u)lmn \§ l.()BS? which ?'hows sufficient cx}llStt why the paper w‘u.s not
. o , o timely filed. >See § 1.304(a) for exclusive procedures relating to
fied under 37 CFR 1.644; those provisions do not apply to belated filing of a notice of appeal 10 the U.S. Court of Appeals for the
oppositions under 37 CFR 1.638. Federal Circuit or belated commencement of a civil action.<
The CCPA has stated that, “in performing his dutics, the (©) 'The provisions of § 1,136 do not apply s time periods in
Commissioner cannot usurp the functions or impinge upon the — interferences.
jurisdiction of the Board . . . established by 35 U.S.C. 135.” In @) Inanappropriaie circumistance, an examiner-in-chief may stay
re Dickinson, 299 F.2d 954, 958, 133 USPQ 39, 43 (CCPA  proceedings in an interference.
1962). Sce also Myers v. Feigelman, supra, 435 F.2d at 599, n,
8, 172 USPQ at 583 n. 8. However, it is also true that the 37 CFR 1.645 permits a party to file a motion to scek an
Commissioner “shall superintend or perform all duties required — ¢xtension of time (o take action in an interference **. The
by law respecting the granting of patents. . . ." 35 U.S.C. 6;  motion must be filed within sufficient time to actually reach an
Kingstand v, Carter Carburetor Corp., 83 U.S. App. 10.C. 266,  ¢xaminer-in-chicl prior to expiration of the time for taking
168 .20 565, 77 USPQ 499 (D.C. Cir. 1948): In re Staeger, 189 action. Under 37 CFR 1,645, a moving party cannot assume that
USPQ 284, 285 n. 2 (Comm’r. Pat. 1974), The Commissioner, & motion for extension of time will be granted. Under 37 CFR
subject to approval of the Sceretary of Commerce, establishes — 1OIO((6), a request for an extension of time can be made
the procedure by which the examiner-in-chicf and the Board  orally and an appropriate order will then be entered thus elimi-
will consider intesference cases. 35 U.S.C. 6. Secaiso 35 US.c. nating considerable paper work, The order will be the written
23 relating to affidavits and depositions. record of the request and decision, See 37 CFR 1.2, Extensions
Under the rules, the Commissioner will not determine on  0f ime have in the past caused numerous delays in interference
petition cither “priority of invention” or “patentability.” Sce 37 cases. Under previous interference practice, some delays were
CFR 1.644(a)(2). Likewise, the Commissioner will notconsider  cused because attorneys and agents on many oceasions, unex-
whether evidence should have been admitted or exciuded under — Pectediy received orders setting times, Under the revised prac-
the Federal Rules of Evidence. The PTO believes tha the  Hee, attorneys and agents can expect times (o be set for filing
Federal conrts, which routinely rule on admissibility under the  Preliminary statements, preliminary motions, motions for addi-
Federal Rules, arc in a better position o determine whether e tonal discovery, testimony, and bricfs afier a conference call. It
Board properly interpreted the Federal Rules of Evidence, isexpected that use of conference calls will permitan examiner-
While the Commissioner will not decide “priority of inven.  in-chicland attorneys or agents for parties (o seta time schedule
tion™ or “patentability” under 35 U.S.C. 135@), it docs not  Which is mutually satisfactory. A motion to extend time will not
follow that the Commissiones is precluded from interpreting  be granted unless a party shows good cause. The use of confer-
PTO rules on procedural matiers, including procedural maners — evce calls wilt allow schedules o be set before orders setting
related 10 the admissibility of evidence on some basis otherthan times arcentered and therefore the press of otlier business which
the Federal Rules of Bvidence, .., whether a party has com-  rises after the cxaminer-in-chiel and attorneys and agents
plied with a PTO rule such as 37 CFR 1.671(¢) (procedure for  agree o times will not normally be considered good cause.
relying on affidavits) or 37 CFR 1.671(g) (permission required 37 CFR 1.645(a) specifics the procedure 1o be used when a
for obtaining evidence by subpocna). written motion is filed. 1t should be noted that an examiner-in-
chief may require a writien motion notwithstanding a confer-
2345 Extension of Time [R-13] ence call,
When counsel and an examiner-in-chiel agree o a schedule
37 CFR 1.645 Extension of time, late papers, stay of proceedings. i{l‘l(l\llmcs uw"?m' l_l_m partics arc c.xmcwd to adhere l()_ the
(o) **>Except to extend the time for liling u notice of appeal 1o the schedule unless there are unusual circumstances. Apart from
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work that counsel may have in an inierference, an examiner-in-
chief has a docket and must manage not only the interference
involving counscl, but numerous other interferences. The U.S.
Court of Appeals for the Federal Circuit receatly said the
following in Rosemount Inc, v, Beckman Instruments, Inc., 727
F.2d 1540, 1549 - 1550, 221 USPQ 1, 10 (Fed. Cir. 1984):
*“The conduct of u trial, granting of continuances and the like,
is not, however, solely or entirely o mauter of balancing conven-
iences of the parties. The Federal Rules of Civil Procedure recog-
nize another consideration - the need for the exercise of discretion
by the trinl court in carrying out its duty of managing the judicial
process, the business of the court, and the administration of
justice”

However, the rules recognize the need for the exercise of
discretion of an examiner-in-chief in carrying outhis or her duty
of managing the interference (37 CFR 1.610), the business of the
PTO (37 CFR 1.610), and the administration of justice (37 CFR
1.610).

>Extensions ol time 10 seek judicial review of a decision of
the Board are determined by the Commissioner, under the
provisions of 37 CI'R 1,304(a). Sce MPEP § 1216.<

2346 Service of Papers [R-2]

I7CFR 1.646 Service of papers, proof of service.

(1) Acopy of every paper filed in the Patent and Trademark Office
in an interference or an application or patent involved in the interfer-
ence shall be served apon all other parties except:

(1) Preliminary statements when filed nnder § 1.621; preliminary
statements shall be served when service is ordered by an examiner-in-
chief,

(2) Certified transcripts and exhibits which accompany the tran-
seripts filed snder §8 1.676 or 1.684; copies of tronscripts shall be
served as part of a party's record under § 1.653(c).

(b) Service shall e on an aitorney or agent for a pany. If there is
ne eftorey or agent for the party, service shall be on the party, An
examiner-in-chief may order additional service or waive service where
appropriate,

(¢) Unless otherwise ondered by anexaminer-in-chief, or except as
otherwise provided by this subpart, service of a paper shall be macde ng
fotlows:

(1) By handing a copy of the paper to the person served,

(2) By leaving a copy of the paper with someone employed by the
person at the person’s usual place of business.

(3) When the person served has no usual place of business, by
leaving a copy of the paper at the person's residence with someone of
suitable age and discretion then residing therein,

(1) By muiling acopy of the paper by firstclass mail; when service
i by mail the date of mailing is regarded as the date of service,

(5) Whent it is shown o the satisfaction of an examiner-in-chief
that none of the above methods of obtaining or serving, the copy of the
paper wis successlul, the examiner in-chicl may order service by
publication of an appropriste notice in the Official Gazette,

(d) Anexaminer n-chief may order that a paper be served by hand
or “LExpress Mail”,

(e) Proofof service must be made before o paper wili be considered
in an interference. Proof of service may appear on or be aflixed 1o the
paper. Proofof service shallinelude the date anddmanner of service. In
the case of personal service nader paragraphs (¢)(F) through (¢)(3) of
this section, proof of service shali include the nanes of any person
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served and the person who made the service. Proof of service may he
made by an acknowledgment of service by or on behalf of the person
served or a stalement signed by the party or the parly s allorney or agem
containing the information required by this section, A statement of an
altorney or agent attached 10, ov appearing in, the paper stating the date
and manner of service will be accepted as prisma facie proof of service,

149 FR 48416, Dec. 12, 1984, added effective Feb. 11,1985; S0 FR
23124, Muy 31, 1985]

2347 Translations [R-2]

37 CFR 1.647 Translation of document in foreign language.

When a party relies ona document in a language other than English,
a tramslation of the document into English and an affidavit attesting to
the accuracy of the transtation shall be filed with the document,

{49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985)

Under 37 CFR 1.647, when a party relics on a document in
anon-English language, an English language translation of the
document and an affidavit attesting o the accuracy of the
translation will be required. The rule applies to any document,
including cvidence submited with motions, foreign applica-
tions for which a party secks benefit, testimony and exhibits
introduced in evidence during testimony,

2351 Times for Discovery and Testimony [R-2]

I7CFR 1.651 Setting times for discovery and taking testimony, parties
entitled to take testimony,

(1) Atanappropriate stage inan interference, anexaminet -in-chief
shall set (1) atime for filing motions (§ 1.635) for additional discovery
under § 1.687(c) and (2) testimony periods for 1aking any necessary
testimony.

(b) Where appropriate, testimony periods will be set to permit o
party 10

(1) Present its cose-in-chief and/or case-in-rebuttal and/or

(2) Cross-examine an opponent’s case-in-chief and/or a cuse-in-
rebuttal,

(c) A party is not entitled to take testimony to present a case-in-
chief unless:

(1) The examiner-in-chief orders the taking of testimony under §
1.639(c);

(2) The party alleges in its preliminary statement a date of
invention prior to the eartier of the filing date or effective filing date of
the senior party;

(3) Atestimony period has been setto permit an opponent to prove
adateof mvention prior to the earlier of the filing date oreffective filing
date of the party and the party has filed a preliminary statement alleging
a date of invention prior 1o that date; or

(4) A motion (§ 1.635) is filed showing good cause why o
testimony period should be set,

() Testimony shall be taken during the testimony periods set
under paragraph (a) of this section,

[49 FR 48416, Dec. 12, 1984, ndded effective Feb, 11, 1985)

Under 37 CER 1.651, after a decision is entered on prelimi-
nary motions, an examiner-in-chief sets times for filing motions
for additional discovery and for taking testimony. Any mation
for additional discovery will be to oblain answers to interroga-
tories, requests for admissions, and documents and things
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necessary for a party o preparc its case-in-chiel,

2352 Judgment for Failure To Take Testimony or
kFile Record [R-2]

37 CFR 1.652 Judgment for failure to take testimony or file record.

1f a junior party fails to timely take testimony nuthorized under §
1.651, or file a record under § 1.653(c), an examiner-in-chief, with or
without amotion (§ 1.635) by another party, may issue an order 1o show
cause why judgment should not be entered against the junior party.
When an order is issued under this section, the Board shall enter
Judgment in accordance with the order unless, within 13 days afier the
date of the order, the junior party files a paper which shows good cause
why judgment should not be entered in accordance with the order. Any
other party may file a response to the paper within 15 days of the dae
of service of the paper. If the party against whom the order was issued
fails 1o show good cause, the Board shall enter judgment against the
party.

149 FR 48416, Dec. 12, 1984, added effective Fob, 11, 1985)

2353 Records and Exhibits [R-9]

37 CFR 1.653 Record and exhibiss.

(1) Testimony shall consisi of alfidavits under § 1.672 (b) and (¢),
transeripts of depositions under §§ 1.672 (b) and (¢), agreed statements
of fact under § 1.672(N, and transcripts of interrogatories, cross-
interrogatories, and recorded answers under § 1.684(c).

(b) An allidavit shall be filed as set forth in § 1,672 (b) or (¢). A
certified trinscript of a deposition including a deposition cross-exam-
ining an affiant, shall be filed as set forilvin § 1.676. Anoriginal agreed
statement shall be filed as set forth in § 1.672(1). A transcript of
interrogatorics, cross-interrogatories, and recorded answers shall be
fited as set forth under § 1.684(¢).

(¢) Insddition to the items specified in paragraph (b) of this section
and within u time set by an examiner-in-chiel each purty shall file three
copics anel serve one copy of o record consisting of?

(1) Anindex of the names of cach witness giving the preges of the
record where the direet testimony and cross-examination of euch
witness begins,

(2) An index of exhibits briefly describing the nature of each
exhibit and giving the page of the record where ench exhibit is first
identified and offered into evidence.

(3) The count or counts,

<) Each (i) affidavit, (ii) transcript, including transcripts of cross-
examination of ony affiant, (i) agreed statement relied upon by the
party, and (iv) transeript of interrogatorices, cross-interrogatories, and
recorded answers filed under paragraph (b) of this section,

(5) Eachnotice, official record, and publicstion relied upon by the
purty and filed under § 1.682(a).

(6) Any evidence from another interference, proceeding, or sction
relied upon by the party ander § 1,683,

7y Bach request for an admission and the admission and cach
written inferrogatory and the answer upon which a party intends torely
under § 1.68%,

() The pages of the record shall be consecutively numbered,

(¢) The nmne of each witness shall appear at the top of cach page
of cach affidavit or transcript,

() The record may be typewritten or printed.

{g) When the record is printed, it may be produced by standard
typographical printing or by any process capable of producing a clear
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black permanent image, All printed matter except on covers must
appesr in at feast 11 point type on opaque, unglazed paper. Margins
must be justified. Footnotes may not be printed in type smaller than 9
point, The page size shall be 8 1/2 by 11 inches (21.8 by 27.9 cm.) with
type matter 6 1/2 by 9 1/2 inches (16,5 by 24,1 em,). The record shall
be bound 1o lie flat when open,

(h) When the record is typewritten, it must be clearly legible on
opaque, unglazed, durable paper approximately 8 1/2 by 11 inches
(21.8 by 27.9 o) in size (letter size). Typing shall be double-spaced
on one side of the paper in not smaller than pica-type with a margin of
11/2 (3.8 emu) on the left-hand side of the page. The pages of the record
shall be bound with covers at their left edges in such manner to lie flat
when open in one or more volumes of convenient size (approximately
100 pages per volume is suggested). Multigraphed or otherwise repro-
duced copies conforming to the standards specified in this paragraph
may be aceepted,

(i) Each party shall file its exhibits with the record speceified in
paragraph (&) of this section. One copy of ench documentary exhibit
shall be served. Documentary exhibits shall be filed in an envelope or
folder and shall not be bound as part of the record. Physical exhibits, if
not filed by an officer under § 1.676(d), shall be filed with the record.

ach exhibit shall contain a label which identifies the party submiiting

the exhibit and an exhibit number, the style of the interference (e.g.,
Jones v, Smith), and the interference number. Where possible, the label
should appear at the bottom right-hand comer of cach documentary
exhibit. Uponterminationof am interference, an examiner-in-chief may
return an exhibit to the party (iling the exhibit. When any exhibit is
returned, the examiner-in-chief shall enter an appropriate order indi-
cating that the exhibit has been returned.

(j) Any testimony, record, or exhibit which does not comply with
this section may be retnrned under § 1.618(a).

{49 FR 48465, Dee. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 1985]

37 CFR 1.653 scts out what shall be in the record o be
considered by the Board at final hearing. The record continues
to be printed or typed on paper 8 1/2 inches by 11 inches in size.
Accordingly, whenaparty files anaffidavit, the party shoutd use
8 1/2 by 11 inch paper for the affidavit.

2354 Final Hearing [R-9]

37 CFR 1654 Final hearing.

(n; Atan appropriate stage of the interference, the parties will be
given an oppoitunity to appear before the Board 1o present oral
argument at u final hearing. An examiner-in-chief shall set a date and
time for final hearing. Unless otherwise ordered by an examiner-in-
chief or the Board, cach party will be entitled (0 no more than 60
minutes of oral argument at {inal hearing,

(b) The opening argument of a junior party shall include & fair
statement of the junior party’s case and the junior party's position with
respect o the case presented on behalf of any other party. A junior party
may reserve a portion of its time for rebuntal,

(¢) A party shall not be entitled 1o argiie that an opponent
abandoned, suppressed, or concealed an actual reduction to practice
unless a notice under § 1.632 was timely {iled.

(d) After (inal hearing, the interference shall be takenunder sdvise-
ment by the Board. Na further paper shall be filed except under §
1.658(b) or as authorized by an examiner-in-chief or the Board. No
additional oral argument shall be had unless ordered by the Board.

{49 FR 48466, Dec, 12, 1984, added cffective Feb, 11, 1985])
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37 CFR 1,654 continues the practice of holding a final
hearing where oral argument may be presented by all partics. No
fee is charged for appearing at oral argument at final hearing in
an interference,

2355 Final Decision, Matters Considered [R-9]

37 CFR 1655 Matters considered in rendering a final decision,

(a) In rendering a final decision, the Board may consider any
properly raised issue including (1) priority of invention, (2) derivation
by an opponent from a party who filed a preliminary statement under
§ 1,625, (1) patentability of the invention, (4) admissibility of evidence,
(5) any interloentory matter deferred to final hearing, and (6) any other
matter necessary to resolve the interference. The Board may also
consider whether any interlocutory order was munifestly erroneous or
an gbuse of discretion, All interlocutory orders shatl be presumed to
have been correct and the burden of showing manifest error or nn abuse
of discretion shall he on the party atacking the order.

() A party shall not he entitled to raise for consideration at final
hearing a matter which properly could have been raised by a motion
under §§ 1.633 or 1.634 unless (1) the mation was properly filed, (2)
the matter was properly raised by a party in an opposition 10 4 motion
under §§ 1.633 or 1.634 and the motion was granted over the opposi-
tion, or (3) the party shows good cause why the issue was not timely
raised by motion or opposition,

(¢) To preventmanifest injustice, the Board may consider an issue
even though it would not otherwise be entitled to consideration under
this section,

149 FR 48466, Dec. 12, 1984, added effective Feb, 11, 1985)

37CFR 1655 specifies the matters which can be considered
inrendering a final decision. Patentability is an issue which may
be raised. The Board can also consider whether any interlocu-
tory order was manifestly erroncous or an abuse of discretion,
aithough any interlocutory order will be presumed Lo be correct
and the burden of showing error shall be on the party attacking
the order, This last procedural provision permits the Board to
correct any manifest crror before a party seeks judicial review
of an interlocutory order along with judicial review of the
Board’s final decision.

Patentability will ingiially be determined by a single exam-
incr-in-chicf, Sce 37 CFR 1.6103M) and 1.640(h). If the exam-
iner-in-chiel determines that a clainm of a party is unpatentable
1o that party, an order 1o show cause why judgment should not
be entered as o that claim will be issued to that party. Sce 37
CFR 1.640(d). If a response to the order to show canse is filed,
a decision will be entered by the Board, See 37 CER 1.610¢)
and 1.640(c). H the Board determines that the claim is not
patentable (o the party, a final decision and judgment will be
entered holding the claim to be unpatentable, Review ol the final
decisionand judgmentisby judicial veview under 35 U.S.C. 141
or 146. Itshould be noted, however, that if there are other ¢laims
in the parly's application or patent which are deemed 1o be
patentable, an interlocutory order will be entered holding only
that certain claims are impatentable. A finat order holding those
claims unpatentable will be entered after final hearing on other
issues. Such a practice will avoid piccemeal judicial review.
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2356 Bricfs for Final Hearing [R-9]

37 CFR 1.656 Briefs for final hearing.

() Each party shall be entitled o file briels for final hearing, The
examiner-in-chiefl shall deterriine the briefs needed and shall set the
time and order for filing briefs,

(b) The opening briel of u junior party shall contain under appro-
priste hendings and in the order indicated;

(1) A table of contents, with page references, and a table of cases
(alphabetically arranged), statutes, and other anthorities cited, with
references to the pages of the brief where they are cited.

(2) A statement of the issues presented for decision in the inter:
ference,

(3) A statement of the faets relevant to the issues presented for
decision with appropriate references to the rocord,

(1) Anargument, which may be preceded by a summary, which
shall contain the contentions of the party with respeet to the jssues 10
be decided, and the veasons therefor, with cilations to the cases,
statutes, other anthorities, and parts of the record relicd on,

(5) A short conclusion stating the precise relief requested.

(6) Anappendix containing a copy of the counts,

(¢) The opening brief of the senior party shall conlornt o the
requirements of paragraph (b) of this section exeept:

(1) A statement of the issues and of the facts need not be made
unless the party is disentisfied with the statement in the opening brief
of the junior party and

(2) An gppendix containing a copy of the counts need not be
included if the copy of the counts in the opening brief of the junior purty
I8 correct,

(<) Briefs may he printed or typewritten, If typewritten, legal-size
paper may be used, The opening brief of cach party in excess of 50
legul-size double-spaced ty pewritten pages or any other brief in excess
of 25 legal-size double-spaced typewritien pages shall be printed
unless a satisfectory regson be given why the brief should not be
printed.  Any printed brief shall comply with the requirements of §
1.653(g). Any typewritten brief shall comply with the requirements of
§ 1.653(h), except legal-size paper may be used and the binding and
covers specified are not reqguired,

(¢) Anoriginal and three copies of cach briel must be filed,

(f) Any brief which does notcomply with the requirements of this
seetion may be returned under § 1L.618(),

() Any party, separate from its opening brief, bt filed conenr-
rently therewith, may file an original and three copies ol concise
proposed findings of fact and conclusions of law, Any proposed
findings of fuet shall be supported by speeific references to the record,
Auy proposed conclusions of Taw shall he supported by aitation of
cases, statutes, or other mithority. Any opposing parly, separate from
its opening or reply briefl, but filed concusrently therewith, may file a
paper aceepling or objecting to any proposed lindings of fact or
conclusions of lew; when objecting, nreason must be given, The Board
may adopt the proposed findings of fuct and conclugions of law in
whole or in part,

(h) Haparty wants the Board in rendering its linal decision w rule
onthe admissibility ol any evidence, the party shall filo with its opening
brief an original and three copies of a motion (§ 1.635) w suppress the
evidence, The provisions of § L637(h) do not apply o a motion o
suppress wnder this paragraph, Any objection previously made to the
admissibility of an opponent’s evidence is waived nntess the motion
required by this paragraph is filed. An oviginal angd three copies of un
opposition 1o the motion may be liled with an opponent’s opening briel
or reply brief us may be appropriate.
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(1) Whena junior party fails to timely file an opening briof, anorder
may issuo regquiriig e junior party to show cause why the Bouard
shoukdnottreat (ailure (o file the briof os weoncossion of priority, I the
penior ety fails to rospond within o time period set in the order,
pidgment may be entered ageinst the junior party.

149 FR AB466, Do, 12, 1984, added effective Feb. 11, 1985)

Onee the parties have filed their evidentiary records, times
will be set for filing bricfs, and then the case will be set for
hearing. 37 CER 1656 is specific as to the contents of the brief’s.

In large measure, 37 CFR 1,656 tollows the requirements of
Rule 28 of the Federal Rules of Appellate Procedure, An
original snd three copics of o brietd are required. Under 37 CFR
LoSoch), i a party wants the Board in rendering its final
decision o rale that any evidence is inadmissible, the party st
file with its opening briet an originat and three copies of a
motion (0 suppress the evidence. Any previous objections (o (he
adimissibitity ol evidence is waived uniess the motion 1o sup-
press is filed. This procedural provision makes clear that an
objection 1o the admissibility of ¢vidence must be renewed at
final hearing and will be considered by the Board in rendering
its Ginal decision,

I junior party fils to timely file an opening brief, an order
to show canse may be issned against the party, in accordance
with 37 CFR 1.650(1).

2387 Bueden of Proof [R-2]

STCER 1657 Burden of proof as to date of invention.

A tebuttable presumption shall exist that, as to cach count, the
inventors mide their invention in the chironological order of the carlier
of their filing dmos or effective filing dates, The burden ot proot shall
e upors 4 party who contends otherwise,

P10 ER 48d66, Dec, 12, 1984, added effective Feb, 1, 19R5)

2358 Find Decision [R-13]

A7CER 1658 Final decision,
() After final hearing, the Board shall enter s decision resolving
the snes raised at Final hearing, The decision may (1) enter judgment,

in whole or i part, (2) remand the interference to an examiner-in-chiel

for Further proceedings, or (3) take turther action not inconsistent with
fw. A judpient as 1o & count shall state whether or not each party is
entitled o w patent containing the clvims in the party's patent or
apphcation which correspotd o the count. When the Bowrd enters o
decision swarding judgment as to all counts, the decision shali ho
reparded s final decision,

(M) Any request for reconsideration of w decision under parngraph
() of this section shall e Giled within 14 doys after the date of the
deeision, The request for reconsideration shall specify with particnlae.
ity the points befieved 1o have been misapprehended or ovetlooked in
eendering the decision. Any reply o a request for reconsideration shall
he filed within 14 duys of the date of service of (he request for
reconsiderntion. Where reasonably possible, serviee of the reguest for
reconsideration shall be such that delivery is secomplished by hand or
“Express Mail.” The Board shall enter a decision on the request for
teconsideration, [ the Board shall be ol the opinion that the decisionon
the sequest for freconsideration significantly nodilios its original deci-
sion under paragraph () of this section, the Board may designnte the
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deeision on the request for reconsideration us a new decision.

() A judgment inan interference settlos all issues which (1) were
ruised wd decided in the interference, (2) conld have been properly
vaised and decided in the interference by a motion under § 1,633 (1)
through () and (1) twough ) or § 1634 and (3) could have been
properly paised and decided in an sdditional imterference with a motion
under § 1.033¢e). A losing purty who could have properly moved, but
(iled 1o move, under §§ 1,033 o 1634, shall be estopped to take ex
parteorinter partes action in the Patent and Trademark Office after the
interference which is inconsistent with that party s Tailuge to properly
move, except that a losing party shall not be ostopped with respect to
any claims which corrospond, or properly could huve corresponded, 1o
a count as (o which that party was awarded a favorable judgment,

149 FR 48467, Doc, 12, 1984, added effective Fob, 11, 1985)

on uring lnterlerence

F7CER LOS8(C) incorporates the guidelines set forth in (he
interference riles correction notice (50 Fed. Rep, 23122, Muy
31, 1985, 1059 Official Gazete 27, October 22, 1985) {or (he
application of the doetrine of interference estoppel under 37
CIR LO5S(e) with respect 1o a losing party’s failure to move
under 37 CEPR L633¢e) o decture an additional intecferenee”
between an additional application not involved in the interfer-
ence and owned by the party and an opponent's application or
patent involved in the interference on a separate patentable
invention. 'The notice states that generally a losing party will be
sstoppad for failare 1w move when the separate patentable
invention (subject matter) widch conld have been the subject of
the “udd:ionnl imerference™ was claimed (during the pendency
of theinterference) (1) in the oppoucat's involved applicationor
patent or (2) in a non-involved applicution owned by the party
during the pendency of the interference.

Should a losing party after the termination of the interfer-
ence nequire an application which discloses or ¢laims the
separate patentable invention and which could have been the
subject of the “additional interference”, estoppel would nol
apply because the party did not owa the application during the
pendency of the interference. The correction notice illustrates
the general applicability of inlerference estoppel in ceriain
situations where a losing party fails 10 move under 37 CER
1.633(¢) 10 declare an “additional interterence™ on a separale
pacCniable invention as follows:

Winning Opponent's
Not-lnvolved Application

Losing Party's
Involved application

or Patont Listoppel
Claimed Claimed Yes
Disclosed Clainud Yos
Claimed Disclosed (Application)  Yes
(Parent) No
Disclosed Disclosed No

An invention disclosed and not claimed in a winning
opponent's patent woukd not form the basis for a connt becmise
the patent does not contain a clainy which can be designated to
correspond to the connt, Thus, a motion to declare an additiongl
interference wnder 37 CIFR 1,633(e) could not have been prop-
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erly brought, and interference estoppel therefore would not
apply.

It has been found that a patentee involved in an interference
may file areissue application for some other reason notcontem-
plated by the rule, and for which the entry ol judgment or a
motior under 37 CFR 1.633(h) would not be appropriate. For
example, the patentee might file a reissue application for the
purposc of amending claims of the patent which are directed 1o
an invention which is patentably distinet from the issuc of the
interference and which is not disclosed by the opposing party.
fn such o sitation, addition of the reissue application o the
interference would be unnecessary. 37 CFR 1.662(b) accom-
modates this third possibility by providing that, instead of (iling
amotion under 37 CFR 1,633(h) to add the reissue application
to the interference, a patentee may show good cause why such
a motion would not be appropriate ander the particufar circum-
stances involved,

In its final decision, the Board can (1) enter judgment, in
whole or in part, (2) remand the interference to an examiner-in-
chief, or (3) take further action not inconsistent with law, A
judpment as to a count will state whether or not cach party is
entitled to a patent containing claims which correspond 1o the
count. When judgment is entered as to all counts, the decision
ol the Board is considered final for the porpose of judicial
review, 37 CFR 1.658(¢) defines the doctrine of interference
estoppel as it is 1o be applicd in the PTO afier an interference is
terminated, The definition of interference estoppel is designed
0 encoutage parties in interference cases to settle as many
issucs ns possible inone proceeding. 37 CFR 1.658(c) creates an
sstoppel both as to senior and junior partics unlike the previous
practice (37 CFR 1,257) which limited estoppel in some in-
stances to junior partics, An estoppel will nos upply with respect
1o any claims which correspond, or which properly counld have
corresponded, o a count as o which the party is awarded a
favorable judgment.

After the Board has rendered a final decision in an interfer-
ence, the losing party may cither appeal to the Court of Appeals
for the Federal Cireuit, under 35 U.S.C. 141, or file acivil action
in & United States district court, under 35 U,S.C. 146, Upon the
filing of an appeal 10 the Court of Appeals for the Federal
Circuit, the epposing party may clect to have the procecding
conducted in a district cowrt. In cither event, the files will Le
retained at the Board until the conrt proceeding has terminated.

(The PTO may, but normaily does not, issue the application of

a winning party in an interference involving only applications,
notwithstanding the filing of & civil action under 35 U.S.C. 146
by the losing party, See Monaco v. Watson, 270 F.2d 335, 122
USPQ 564 (D.C. Cir, 1959).) >See MPEP § 1216.<

2359 Board Recommendation 1R-9]

37 CER 1.659 Recommendation.

(1) Should the Board have knowledge of any ground for rejecting
any application chiim not involved in the judgment of the interference,
it may includo in its decision o recommended rejection of the claim,
Upon resumption of ex parte prosecution of the application, the
examiner shall b bound by the reconmmendation and shall enter and
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waintain the recommended rejection unless an amendment or showing
of facts not previously of record is filed which, in the opinion of the
examiner, overcomes the recommended rejection,

(b) Should the Board have knowledge of any ground for reexmmi-
nation of a patent involved in the interference as to a patent claim not
involved in the judgment of the interference, it may include in its
decision a recommendation 1o the Commissioner that the patent be
reexamined. The Commissioner will determine whether reexamina-
tion will be ordered.

(¢) The Boord may muke any other recommendation to the
examiner or the Commissioner as may be appropriate,

149 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985)

Under 37 CFR 1.659, the Board can make recommendations
10 examiners and the Commissioner, including recommenda-
tions that application claims not involved in the interference be
rejected and that o patent be reexamined as 1o patent claims not
involved in the interference.

When a patent is involved in an interference cach claim of
the patent will be designated to (1) correspond to & count or (2)
not correspond to a count. All claims which are wltimately
determined 1o correspond 1o a count will be “involved in the
judgment of the interference.” Innsmuch as they arc involved in
the judgmentof the interference, there is no need to recommend
reexamination of those claims, The claims involved in the
interference are cither patentable or unpatentable based on the
final decision of the Board. 37 CFR 1.659(b) merely authorizes
the Board 10 recommend reexamination of patent clnims which
(1) are not involved in the judgment and (2) for one rcason or
another neither party saw fitto move to designate ascorrespond-
ing o a conn,

2360 Notice of Reexamination, Reissue, Protest,
or Litigation {R-2]

37 CFR 1.660 Notice of reexamination, reissue, protest or
litigation,

(1) When a request [or reexamination of a patent involved in an
interferencae is filed, the patent owner shall notify the Board within 10
days of receiving notice that the request was filed.

(b) When an application for reissue is filed by a patentee involved
in an interference, the patentee shall notify the Board within 10 days of
the day the application for reissue is filed,

(¢) When a protest under § 1.291 is filed against un application
involved in an interference, the applicant shall notify the Board within
10 days of receiving notice that the protest was filel.

(d) A party in an interference shall notily the Board promptly of
any litigation related 10 any patent or application involved in an
interference, including any civil action commenced under 35 U.S.C.
146.

149 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]

Under 37 CFR 1660, a party is required to notify the Board
when the parly's patent or application becomes involved in
other PTO procecdings (reexamination, reissuc, or prolest) or
litigation, The requirements of 37 CFR 1.660 are designed 1o
keep the PTO and aparty*s opponent informed of activity which
is relevant 10 an interference. These rules atiempt, o the extent
possible, to climinate procedural surprise. Inasmuch as mail
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delays ocenr and the PTO cannot react instantancously to cvery
paper filed in conneetion with every application or patent, the
provisions of 37 CFR 1.660 are belicved helpful in preventing
surprise on the part of opponents and unnccessary work by ex-
aminers-in-chief or the Board duc to a lack of knowledge of
relevant activity which may be taking place in the PTO.

REISSUE APPLICATION FILED WHILE PATENT 1S IN
INTERFERENCE

37 CFR 1.660(b) requires the patentee involved in the
interference to notify the Board of the filing of the reissue
application within 10 days of its filing date.

The reissuc application may be the subjectof a motion under
F7TCIR 1.633(h), ormay have been filed under 37 CFR 1.662(b)
for the purpose of avoiding the inteeference. Before taking any
action on the reissue, the primary examiner should consult the
examiner-in-chicf in chargeof the interference, I is particularty
important that the reissue application not be granted without the
approval of the examiner-in-chicfl,

2361 Termination of Interference After
Judgment [R-13]

I7CFR 1 .661 Termination of interference after judgment,

After o {inal decision is entered by the Board, sn interference is
considered terminated when no appeal (35 U.S.C. 141) or other review
(35 U1.5.C. 146) has been or ean be taken or had.

149 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985}

37 CFR 1661 sets forth when an interference is considered
terminated after a judgment is entered in the interference. For
the purpose of filing copies of scttiement agreements under 35
U.S.C. 135(c), il an appeal or civil action is not filed, the
interference is considered terminated as of the date the time for
filing an appeal or civil action expired. 37 CFR 1.661: Tallem
v, Lamoine, 204 USPQ 1058 (Comm'r Put. 1979), Sce also
Nelson v, Bowler, 212 USPQ 760 (Comm'r Pat. 1981). If an
appeal is taken o the Court of Appeals for the Federal Circuit,
the interference terminates on the date of receipt of the court's
mandate by the Patent and Trademark Office., **>Sce MPEP §
1216.01<. Ifacivil action is fited, and the decision of the district
court is not appealed, the interference terminates on the date of
the court’s decision,

2362 Request for Entry of Adverse Judgement
[R-9]

I7CFR 1662 Requestfor entry of adverse judgement; reissue filed by
patentec.

(1) A parly raay, at any time daring an interlerence, recuiest and
agree to entry of an adverse judgment, The filing by an applicant or
patentee of a written disclnimer of the invention defined by a count,
concession of priovity or unpatentability of the subject mstter of a
count, abandonment of the invention defined by a count, or abandon.
ment of the coniest as o a count will be trerted as 4 request for entry
of anadverse judgment against the applicant or patentee as to all claims
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which correspondTio the count. Abandonment of an application by an-

applicant, other than an applicent for reissue having & claim of the
patent sought to be reissued involved inthe interference, will be treated
as & request Tor entry of an adverse judgment against the applicant ss
 all cluims corresponding to all counts, Upon the filing by a party of
» request for entry of an adverse judgment, the Board may enter
Judgment against the purty.

(b) If a patentee involved in an interference files an spplication for
reissue during the interference and omits all claims of the patent
corresponding o the counts of the interference for the purpose of
avoiding the interference, judgment may be entered aguinst the pat-
entee. A patentee who files an application for reissue other than for the
purpose of uvoiding the interference shall timely file a preliminary
maotion nnder § 1,633 (h) or show good canse why the motion couldnot
havi boen timely filed or would not be appropriate.

(¢) The liling of a stumory disclaimer nnder 35 U.S.C. 253 by
putentee will delete any stamtorily disclaimed claims from being
involved in the interference, A statutory disclaimer will not be treated
as avequest for ontry of an adverse judgment against the patentec unless
it results in the deletion of all patent claims comesponding lo 8 count.

[49 FR 48467, Dee. 12, 1984, added effective Feb, 11, 1985; para.
(b) amended June 23, 1988, 53 FR 23735, affective Sept. 12, 1988)

37 CFR 1,662 provides that a party may request that an
adverse judgment be entered, The seetion also provides that
when a written disclaimer (not a statutory disclaimer), conces-
sion of priority or unpatentability, abandonment of the inven-
tion, abandonment of the application, or abandonment of the
coniest is liled, the disclaimer, concession, or abandonment will
he treated as a request for entry of an adverse judgment, 37 CFR
1.622(b) provides that when a patentee files a reissue applica-
tion and omits all claints of a patent corresponding to the counts
of an inerference for the purpose of aveiding the interference,
judgment wil! be entered against the patentee, If the reissue
application is not filed for the purpose of avoiding the interfer-
ence, the patentee musteither file atimety motion under 37 CFR
1.633(h) 1o add it 10 the interference, or show good cause (1)
why the motion could not have been timely filed or (2) why such
a motion would not be appropriate. Addition of the reissuce
application o the interference might not be appropriate, lor
example, if the reissue application was filed for the purpose os
amending claims which are directed 10 an invention patentably
distinet from the issue of the interference and not disclosed by
e opposing party, Under 37 CFR 1.622(c), the fiting of a

statntory disclaimer will not be treated as a request for entry of

an adverse judgnient unless all patent claims corresponding to
acount are disclaimed. Under 37 CFR 1.662(d), il after caury of
a judgment or after filing of a statutory disclaimer no interfer-
ence exists, the interference will be terminated as (o any party
against whom judgment has not been entered and any further
prosecation of any application involved in the interference will
be ex parte before the examiner.,

Whensome of the patent claims corresponding Lo a count are
disclaimed, the interference procecds on the basis ol the remain-
ing claims which correspond to the count, 16 all patent claims
corresponding 10 a count are disclaimed, judgment will be
entered. The third sentence of 37 CFR 1.662(0) does not apply
o an application which is nof involved in an interference. 11 an
applicant files a comtinnation-in-part application and success-

2300 - 48




INTERFERENCE

fully moves (37 CHR 1.633(d)) o substituic the comtinnation-in-
part for the application involved in the interference, abandon-
ment of the application originatly involved in the interference
would have no bearing on the interference,

2363 Action After Interference [R-9]

37 CFR 1.66¢ Action after interference.

() Afierierminationof sinterference, the examiner will promptly
take such action inany application previously involved in the interfer-
ence as may be necessary. Unless entered by order of an examiner-in-
chief, amendments presented during the interference shall not be
entered, but may be subsequently presented by the applicant subject 1o
the provisions of this subparl provided prosecntion of the application
15 not otherwise closed,

(b) After judgement, the application of any pasly may be held
subject to further examination, including an interference with another
application,

{49 FR 48467, Dec, 12, 1984, SOFR 23124, May 31, 1985, ndded
effective Feb. 11, 1985]

The files are not returned o the examining group until afler
teemination of the interference. Jurisdiction of the examiner is
antomatically restored with the eeturn of the files, and the cases
of all parties are subject o such ex parte action as their respec-
tive conditions may require. The date when the priority decision
becomes final does notmark the beginning of a statutory period
for response by the applicant, Sce Ex parte Peterson, 1941 C D,
8 (Com'r).

The action to be taken by the examiner following terming-
tion of the interferenice depends upon how the interference was
terminated, and in some instances, the basis of the termination,
Al interferences conducted under rales 37 CFR 1.601 - 1,688
will be terminated by judgment,

When the files are returned (o the examining gronp afler
termination of the isterference, the primary examiner is re-
quired o make an eniry on the index in the interference fife on
the next vacant tine that the decision has been noted, such as hy
the words “Decision Noted™ augd the primary examiner's ini-
tials, The interference file is then returned to the Service Branch
of the Board when the examincer is through with it, There it will
he checked to see that such note has beer made and initiale
belore filing away the interference record,

If anapplication has been withdrawn from issue for ingerfer-
enee and s again passed 1 issue, a notation “Re-examined and
passed for issue” is placed on the file wrapper together with g
new signature of the primary examiner in the box provided for
this purpose. Such notation will be relicdupon by the Publishing
Division as showing that the application is infended to be passed
for tssue and makes it possible to screen oul those applications
which are mistakenly forwarded 0 the Publishing Division
during the pendency of the interference,

See MPLEIP § 130212 with respeet 1o listing references
discussed in motion decisions, and MPEP § 2364 concerning
the entry of ameadments,

Form paragraph 11.02 may be used (o0 resume ex parle
prosecution,
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§ 11,02 Ex parte prosecution is resumed
laterference No, [1] has been erminated by a decision [2) w
applicant, Ex parle prosecution is resumed,

Examiner Note:
In bracket 2, inserl whethier favorable or unfavorable,

2363.01 No Interference In Fact IR-2]

The Board may, if it finds that there is no interferenec in fact,
award jundgment o both parties. In such a case, each party-
applicant may be granted a patent on the claims of the applica-
tion designated 10 correspond to the count, if’ those claims are
otherwise patentable,

2363.02 ‘The Winning Party [R-2]

If prosccution of the winning party'’s case had not heen
closed, the winaing, pasty generally may be allowed additional
and broader ¢laims 10 the common patentable subject iatier,
Note, however, Inre Hoover Co., Ete,, 134 12.28624, 57 USPOQ
111, 1943 C.D. 338 (CCPAY) The winning party of the inerfer-
ence is not denied anything he or she was in possession of prior
to the interference, nor does he or she acquire any additional
rights as o result of the interference, 11is or her case thus stands
as it was prior o the interference. H the application was under
final rejection as to some of its clauims at the tine the interference
was formed, the institugion of the interference neted to suspend,
but not vacate, the final rejection, After termination of the
interference aleter is written the applicant, as in the case of any
other action unanswered at the time the interference was insti-
tuted, setting a shortened period of 2 months within which to file
an appeal or canced the finally rejected claims,

§ 11.03 Office action unanswered

This application contains an unanswered Ofice sction mailed on
ASHORTENED STATUTORY PERIOD FOR RESPONSE'TO
SUCHACTIONISSETTO EXPIRE 2] FROM THEDATEOQF TS
LATTER.

Fxaminer Note:
This prragraph should be preceded by paragraph 11.02,
I bracket {2} insert date, days or momths,

2363.03 The Losing Party [R-13]

I7CER 1663 Status of clain of defeated applicant after interference.

Whenever an adverso judgment is entered as to o count against an
applicant from which no appeal (35 U.8.C. 141) or other review (35
LLS.C 146) has been or can be wken or had, he claims of the
application corresponding 1o the count staned (inally disposed of with.
out further action by the exmniner, Such claims are not opento further
€x parte prosecution,

[49 IR 48467, Dec. 12, 1984, added effective Feb, 11, 198S]

37 CFROLOOL - 1.0B8 will state that the losing purty is nol
Rev. 13, Nov, 1989
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entitled to a patent containing, the claims corvesponding to the
countorcounts, Under 37 CIFR 1,633, such claims “stand finally
disposed of without further action by the examiner.” Sce also 35
U.S.CL135(). When the files are returncd (o the examining
group after termination of the interference, a pencil line should
be drawn throngh the claims as to which a judgment of priority
adverse o an applicant has been rendered, and the notation 37
CEFR 16063 should be written in the margin o indicate the
reason for the pencil line. 1 these claims have notheencancelled
by the applicant and the case is otherwise ready for issue, these
nottions should be replaced by aline in red ink and the notation
“37 CIPR 1,633" in red ink before passing the case to issue, and
the applicant notified of the cancellation by an Examiner’s
Amendment. Hanaction is necessary in the application after the
- imtererence, the applicant should also be informed that “Claims
(designated by numerals), as to which a judgment adverse to the
applicant has been rendered, stand finally disposed of in aceor-
dance with 37 CFR 1,663."

11 all the claims in the application are ¢liminated, a letter
should be written informing the applicant that all the claims in
the application have been disposed of, indicating the circum-
stances, that no claims remain subject to prosecution, and that
the application will be sent 1o the abandoned files with the next
group of abandoned applications, Proceedings are terminated as
ol the date the interference terminated. Sce MPEP § 2361 third
paragraph of text,

If the losing party’s case was under rejection ad the time the
interference was declared, such rejeetion is ordinarily repeated
(cither in Tull or by reference to the previous action) and, in
addition, any other suitable rejections, as discussed below, are
made. I the losing party’s application was under final rejection
or ready for issue, his or her right 0 reopen the prosecution is
restricted o subject matter related o the issue of the interfer-
cnee.

Where the tosing party failed 1o get acopy of the opponent's
drawing or specification during the interference, the losing
party may order a copy thereof 1o enable said party o respond
10 & rejection based on the successiul party’s disclosure, Such
order is referred 10 the examiner-in-chiel who has authority (o
approve orders of this nature,

Inaddition torepeating any outstanding rejection, the exam-
iner should consider whether any remaining claims in the losing
paety s application shouid e rejected on the ground of unpat-
entabifity under 35 U.S.C. 102/103, or on the ground of estop-
pel.

1 UNPATENTABILITY UNDIER 35 U.S.C. 102/103

The exminer should determine from the Board’s decision
the basis on which judgment was rendered against the applicant.
If the judgment was that applicant was not the first inventor of
the subject matter in issue, the application claims may be
rejected under 35 ULS.CL102(g)/103 as unpatentable over the
lost counts, If the judgment was based on a holding that
applicant derived the invention from another, a rejection of
claims as unpatentable aver the lost counts under 33 U.5.C.
102(0/103 may be in order, Where the Board rendered judg-
ment against the applicant because his or her claims were
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unpatentable over prior art, under 35 U.S.C. 112, or on other
grounds, the other claims in the application should be reviewed
o determine whether any of those grounds may be applicable (o
them,

2. ESTOPPEL

Claimg which cannot be rejected as unpatentable over the
lost counts may still be subject o rejection on the ground of
sstoppel. As stated in37 CER 1.658(¢), o losing pasty who coutld
have properly moved under 37 CFR 1,633 or 1,634, but failed
10do so, is estopped o take subsequent action in the PTO which
is inconsistent with the party's failure to properly move. How-
cver, in the event of a “spiit award,” the losing party is not
estopped as o ciaims which corresponded, or properly could
have corresponded, 10 a count which he or she won.

The following examples illusteae the application of estop-
pel o the losing party:

Example 1. Junior party applicant AL and senior purty applicant
AK both disclose separate patentable inventions “A™ and “B” and
claimonly invention A intheirrespective applications, An interforence
is declured with a single count 1o invemtion A, Neither party files o
wotion under 37 CFRL.633(C)D) 10 add a count to invention B,
Judgment as 10 1l of AL's cluims corresponding 1o the sole count is
awarded to junior party applicant AL, Senior party applicant AK will
he estopped to thereafler obtain o patent containing claims to invention
B, because applicant AK fsiled to move to add o count o invention B
in the interference. Junior party applicant AL will >not< be estopped
to obtain o patent containing claims to invention 13,

Example 2. In this example, the facts are the same as in examplo 1
except that judgment is awarded as to all AK's claims corresponding
10 the count to senior purty applicant AK. Junior party applicant AL will
be estopped to oblain a patent containing claims o invention B in the
interference, Senior party applicant AK will not be estopped 10 obtain
a patent containing ¢laims to invention B.

Example 3. Junior party applicant AM wid senior party applicant
AP both disclose separate putentable inventions “C™, “D", and “E" and
claitn inventions C and D in their respective applications. An interfer-
ence is declared with two counts. Count 1 is to invention C and Count
2 is to inveation D, Neither party files o preliminary motion to add o
proposed Comt 3 to invention E. Judgment as to all AM's claims
corresponding to Counts 1 and 2 is awarded to junior party AM. Senior
purty applicant AP will be estopped 10 thereafter obtain a patent
containing clelasw invention E, because applicant AP failed to move
1o add a count to invention E 1o the interference. Junior purty applicant
AM will not be estopped 1o obtain a patent conteining o claim 10
invention £,

FExample 4. o this example, the faets ave the same as in Example
3 except that judgment is awarded as 1o all AP's clainis corresponding
1o Counts | and 2 10 senior party applicant AP, hanior party applicant
AM will be estoppud to obtuin o patent containing claims to invention
K, becnuse applicant AM fuiled to move to add a count 1o invention &
in the interference. Senior party applicant AP will not be estopped 0
vbtain & patent containing claims 10 invention &,

Example S, Inthis exwnple, the facts are the sume as in Example
3 except that judgment is awarded on il of AMs claims correspond-
ing 1o Count {10 junior party spplicant AM and judgment is awarded
to all AP's claims corresponding to Count 2 1o senior party applicant
AL, Both parties will be estopped 10 obtain o putent containing claims
o invention B, hecause neither moved to add a count to invention E
during the imerference, Asstme that junior party AM could have
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properly moved under 37 CIR 1.633(0) 1o be accorded the benefitof un
aarlier application, but did not do so during the interference. Junior
party AM will not et estopped in subsequent ex parse prosecution from
asking for benefitof the earlior application as to the invention defined
by Count 1. Accordingly, if the examiner were Lo reject junior party
AM's claim corresponding to Count | on the basis of some newly
discovered ant, junior party AM conld properly antedate the prior art by
seeking the benefitunder 35 U.S.C. 120 of the earlier application, Thus
even though junior purty AM was a “losing perty” as 10 Count 2 (an
adverse judgment as to junior party AM's claitms corresponding to
Count 2 having been entered), junior party AM was awarded u
favorable judgment (37 CFR 1.658(c)) as to Count 1. Junior party AM
will be estopped in subsequent ex parte proseeution from attempting to
be secorded the benofit of the earlier application as to the invention of
Count 2.

Example 6. Applicant AQ discloses and claims invention “F."
Applicant AR discloses and claims separate patentable inventions “F"
and “G." The assignee of applicant AQ also owns an application AS
which discloses and claims invention *G." An interference is declured
between applicant AQ and applicant AR. The sols count is directad to
invention F. No motion is filed by applicant AQ or its assignee to
declars un additional interference between applicant AR and applicant
AS with s count to invention G, A judgment as to all AR's ¢"rims
corresponding to the sole count is awarded to applicant AR, Applicant
AS and the assignee will be estopped 10 obtain a patent containing
cluims to invention G, because applicant AR and the assignee failed to
move to declare an additional interference with a count to invention G,

Example 7. The facts in this example ere the same as the facts in
Example 6 except that judgment as to all of AQ's ¢laims correspond-
ing to the sole count is awarded to applicant AQ. Applicant AS and the
assignes would not be estopped, becase applicont AQ was not
*“losing party” (37 CFR 1.658(c)).

Example 8. Applicant AT discloses a generie invention to “sol-
vent” and g species to “benzene.” Application AT contains a patentable
claim 1 (solvent) and no other claims, Applicant AU discloses the
generic imvention 1o “solvent” and specios to *benzene” and “toluene.”
Application AU containg patentable claim 3 (solvent) und no other
claims, Aninterference is dectared with a single count (solvent), Claim
I of application AT and claitm 3 of application AL are designated o
correspand to the count. No preliminary motions are filed. A judgment
is entered in favor of applicant AT on the claim corresponding to the
sole count. Applicant AU would be estopped to obtain a patent
containing 4 claim to benzene, beziase applicant AU failed to file a
preliminary motion under 37 CFK 1.633(¢)(1) seeking to add & count
to benzene and benzene was disclosed in winning party AT's applica-
tion, Applicant AU would also be estopped to oblgin a patent contain-
ing u claim (o toluene, unless “toluence” defines a “separate patentable
invention” from “solvent.” A basis for interference estoppel (37 CFR
1.658(c)) exists if “toluenc” and “solvent” define the “same patentalile
invention” beciuse a clnim 10 “ioluene” could properly have been
added and designated to correspondto thecount. See 37 CER 1.633(¢)(2).

The following two examples illustrate the application of ¢s-
toppel against an applicant who lost the inlerference based
solcly onthe fact that the applicant was ungble to establish a date
of invention prior (o the opponent’s foreign filing date (see Ex
parte Tytgar, 225 USPQ 907 (Bd. App. 1985)):

Example 9. Application AV discloses engines in generul and in
particular & 6-cylinder engine. Application AV contains onty claim |
(engine). Application AW discloses engines in general, but does not
specifically disclose a 6-cylinder engine. Application AW contains
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only asingle claim 3 (engine), The U.S. “filing date™ (37 CFR 1.601(h)
of the AV application is prior to the U.S. filing date of the AW
application, butthe AW application claims a foreign prionity dateunder
35 U.S.C. 119 based on an application filed in a foreign country prior
to the filing dute of the AV appiication. An interforence is declared. The
sola count of the interference is o “an ongine.” Claim | of the AV
application and cleim 3 of the AW application are designated o
correspond to the count, During the interference, applicant AV daes not
move under 37 CER 1.633(¢)(2) 1o add a ¢laim to a 6-cylinder engine
and to designate the ¢laim to correspond to the count. Applicant AW is
awarded a judgment in the interference bused on the eartier filing date
of the foreign application. After the interference, upplicant AV adis
claim 2 (6-cylinder engine) to the AV epplication. Whether AV would
be entitled to n patent containing & claim to a 6-cylinder engine will
depend solely on whether o 6-cylinder engine is & “separate patentable
invention” from “engine™ - the subject matter of the count, If o 6-
cylindor engine is a*'separate patentable invention” within the meaning
of 37 CER 1.601(n), applicant AV could not have successfully moved
under 37 CFR L.633(e)(2) to add claimy 2 and to designate it to
correspond to the count. Therefore applicent AV could obtain a patent
containing claim 2, If, on the other hand, a 6-cylinder engine is not a
"separate patentable invention,” claim 2 of the AV application would
bo rejected on the basis of interference estoppel because claim 2 coukd
have been added by a motion under 37 CFR 1.633(c)(2). See 37 CIFR
1.658(c).

Example 10. This example is basically the same as Example 9,
except thatapplication AV initially contains claim | (engine)and claim
2 (6-cylinder engine). When the interforence is declared, both claims
1 and 2 of application AV are designated to correspond to the count,
During the interference, applicant AV does not move under 37 CFR
1.633(e)(4) to designate claim 2 as not corresponding 1o the count, A
judgment in the interference is entered for applicant AW based onthe
ewrlier filing ctate of the foreign pateni upplication, Alter the interfer-
ence, applicant AV would not be able to obtain & patent containing
cluim 2, because the clnim was designnted to correspond to o count and
entry of the judgment constitutes a final decision by the IO refusing
to grant applicant AV a patent contuining claim 2,

ALLOWANCE OF LOSING PARTY'S APPLICATION

Before allowing a losing party’s application, the examiner
should carcfully consider whether the grounds of estoppel have
been fully applied. In order to promote uniform application of
the doctrines of lost counts and estoppel, the examiner must
consult the examincr-in-chief who was in charge of the interfer-
ence before altowing the losing party's case.

2364 Entry of Amendments [R-2]

Under 37 CFR 1.637(¢)(1) and (2), (d)(3), (¢)(D) and (2), or
(h), a moving party is required to submit with his or her motion
as a separate paper, an amendment embadying the proposcd
claims if the claims are not already in the application concerned.
In the case of an application involved in the interfercnee, this
amendment is not entered at that time but is placed in the
application file.

An amendment filed in connection with & motion 1o add or
substitute counts in an interference must include any claim or
claims to be added and be accompanied by the appropriate lees
(or fee authorization), if any, which would be duc if the smend-
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ment were o be eatered, even though it may be that the
amendment will never be entered. Only upon the geanting of the
motion may it be necessary for the other party or parties ©
present claims, but the fees (or fee authorization) must be paid
whenever cltims are presented. Claims which have been sub-
mitted in response o a suggestion by the Office for inclusion in
an application must be accompanied by the fee due (or fee
authorization), if uny. Money paid in connection with the filing
ol a proposed amendment will not e refunded by reason of the
nonentry of the amendment,

Ifthe motion is granted, the amendment is entered at the time
decision on the motion is rendered. If the motion is not granted,
the amendment, though left in the file, is not entered and is so
marked,

It the motion is granted only in part and denied as to another
part, only so much of the amendment as is covered in the grant
of the motion is entered, the remaining part being indicated and
marked “not entered” in pencil, (See 37 CFR 1.644),

In cachinstance the applicant is infornyed of the disposition
of the amendment in the {irst action in the case following the
termination of the interference, I the case is otherwise ready for
issue, the applicantis notified that the application is allowed and
the Notice of Allowance will be sent in due course, that prose-
cution is ¢losed and to what extent the smendment has been
entered,

Asacorotary to this practice, it follows that where prosecu-
tion of the winning application had been closed prior to the dec-
faration of the interference, as by being in condition for issuc,
that application may not be reopened to fusther prosecution fol-
fowing the interference, even though additional claims had been
presented in connection with a motion in the interference,

Itshould be noted at this point that, under 37 CFR 1,663, the
entry of an adverse judgment against a party who requests same
pursuant 10 37 CFR 1.662(a) finally disposes of all claims of that
party 'sapplication whiclvare designated gs corresponding to the
count.

2364.001 Amendments Filed During Interference
[R-9]

If the amendment is filed in response (o a letter by the
primary examiner, suggesting aclaim or claims for interference
with another purty and tor the purposc of declaring an additional
interfercnce, the examiner enters the amendment and takes the
proper steps o initinte the second interference,

OTHER AMENDMENTS

When an amendment 1o aa application involved in an inter-
ference is received, the examiner inspects the amendment and,
if necessary, the application, to determine whether or not the
amendment affects the pending orany prospective interference.
11 the amendment is an ordinary one properly responsive 1o the
last eegular ex parte action preceding the declaration of the
interference and does not affect the pending or any prospective
interference, the amendment is marked in pencil “not entered”
und placed in the file, a corresponding entry being endorsed in
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ink in the contents column of the wrapper **. After termination
of the interference, the amendment may be permancntly entered
and considered as in the case of ordinary amendments filed
during the ex parte prosceution of the case.

If the amendment is one filed in & case where ex parte prose-
cution of an appeal to the Board of Patent Appeals and Interfer-
enees is being conducted concurrently with an interference

~proceeding (see >MPEP< § 2314, and if it relates to the appeal,

it shoukd be treated like any similar amendment in an ordinary
appealed case,

When an amendment filed during interference purports to
put the application in condition for another interference cither
with a pending application or with a patent, the primary cxam-
iner must personally consider the amendment sufficiently to de-
termine whether, in fact, it docs so.

If the amendment presents allowable claims directed to an
invention claimed in a patent or in enother perding application
inissue or ready for issue, the examiner borrows the file, enters
the amendment and takes the proper steps o initiate the second
interference.,

Where in the opinion of the examiner, the proposed amend-
ment does not put the application in condition for interference
with another application not involved in the interference, the
amendment is placed in the file and marked “not entered™ and
the applicant is informed why it will not be now entered and
acted upon,

When the amendément seeks to provoke an interfercnce with
a patent not involved in the interference and the examiner be-
licves that the ¢laims presented are not patentable to the appli-
cant, and where the application is open to further ex parte
prosceution, the file should be obtained, the amendment entered
and the claims rejected, setting a time limit for response. If
reconsideration is requested and rejection made final a time
limit for appeal should be set. Where the application at the time
of forming the interference was closed o further ex parte
prosceution and the disclosure of the application will prima
facie, not support the claim presented, or where the claims
presented are drawn to a non-clected invention, the amendment
will not be entered and the applicant will be so informed giving
very bricfly the reason for the nonentry of the amendiment.

2365 Seccond Interference [R-2]

37 CFR 1.665 Second interference.

A sccond interforence botwaen the sume parties will not be de-
clared upon an applicstion not involved in an earlior interforence for an
invention defined by & countof the aarlier interference. Soe § 1.658(c).

[49 1R 48468, Dec, 12, 1984, added offcctive Feb, 11, 1985)

2366 Interference Scitiement Agreement [R-9]

37 CFR 1,666  Filing of interference settlement agreemenss.

(a) Any agreement or understanding between partios to an interfor.
ence, including any collateral agroements referred to therein, made in
connection with or in contemplation of the termination of the interfer.
once, must bo in writing and a true copy thereof must be {iled before the
tormination of the intorference (§ 1.661) as between the parties to the
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agreement or understanding,

(b) If any party filing the agroement or understanding under para-
graph (w) of this section so requests, the copy will be kept separate from
the file of the intorference, and made available only o Government
AZLNCIOS ON Wrillen request, or to any porson upon patition accompa-
nied by the fee set forth in § 1.17¢) and on & showing of good cause,

(¢) Failurato file the copy of the agreement or understanding under
paragraph (a) of this section will render permanently unenforcenble
suchagresment or understanding and any patent of the parties involved
in the interlerence or any patent subsequently issued on any application
ol the purties so involved. Tho Commissioner may, however, upon
petition accompaniod by the fee set forth in § 1.17(h) and on u showing
of good cause for failure to file within the time preseribed, pertuit the
filing of the agreement or indurstanding during tho six month period
subsequent o the termination of the interferenco as between the purties
to the agreement or understanding.

{49 FR 48468, Dec. 12,1984, addad eflective Fob. 11, 1985; 50 FR
23124, Muy 31, 1985}

>37 CFR<* 1,666 scts out the procedure for filing scutle-
ment agreements in interference cases. The PTO is merely are-
pository for copies of agreements filed under 35 U.S.C. 135(¢)
nad docs not urdertake 1o rule on whethier the statute requires
that a copy of any particular agreement be filed, Nelson v,
Bowler, 212 USPQ 760 (Comm’r, Pat. 1981).

2371 Evidence [R-9]

37 CFR 1671 Evidence must comply with rules.,

(s) Evidenco consists of testimony and exhibits, officiul records
and publications {ilad under § 1.682, evidence from another interfer-
enco, procoeding, or action filed undor § 1,683, und discovery relied
upon under § 1.688, und the specification (including cluims) and
drawings of any application or patent;

(1) Involved in the interferonce.

{2) To which a party has been accordod benefit in the notice
deeluring the interforence or by a preliminary motion granted under §
1.633.

(3) For which a party has sougi, buthas not been denied, benefit
by a preliminary motion under § 1.633.

(4) For which benefit was roscinded by 4 proliminary motion
granted undor § 1.633.

(5) Excopt as otherwise providad in this subpart, the Fedoral Rules
of Evidence shall apply 10 interference proceedings. Those portions of
the Federal Rules of Evidonce relating to criminal actions, juries, and
other matters not relevant 1o interforences shall not apply.

(¢) Unless the context is otherwise cloar, the following terms of the
Fedoral Rules of Evidence shall be construed as follows:

(13 "Couris of the Ynied Sues, " U8, Magistrate,” “court,” “irial
courl,” or “trier of fuc1” means examiner-in-chief or Bosrd as may bo
appropriate.

(2) "“Jndge" mesns examiner-in-chiof,

(M) “Judicial notice” means official notice.

@) “Civil action,” “civil procoeding,” “action,” or “trial” mean
interferonce.

(5) “Appellatecourt” means United Statos Courtof Appounls for the
Federal Circuit or a Unitad States district court when judicial review is
under 35 U.S.C, 146,

(6) “Before the hearing” in Rule 703 moans buefore giving
1estimony by oral deposition or affidavit,

(7) “The trinl or hearing" in Rules 803(24) and 804(5) means the
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taking of testimony by oral deposition.

(d) Certification is not necessary as a8 condition to admissibility
when the record is arecord of the Patent and Trademark Oftice to which
all partios have access,

(2) A party may not rely or: an aflidavit filed by that party during ex
parte prosecution of un application, an affidavit under § 1.608, or an
affiduvit under § 1.639(b) unless: (1) a copy of the affidavit is or has
been served and (2) & written notice is filed prior to the close of the
party's relevant testimony period stating that the party wntends to rely
on the affidavit, When proper notice is given under this paragraph, the
affidavitshall bs deemed filed under § 1.672(b). A copy of the affidavit
shall be inclnded in the record (§ 1.653).

(D) The significance ol documentary and other exhibits shatl bo
discussed with particularity by o wimess during orul deposition or inan
affidavit,

() A party must filo a motion (§ 1.635) secking pennission from
anaxaminer-in-chiel prior to taking testimony or secking documents or
things under 35 U.S.C. 24. Tho motion shall describo the general nature
and the rolevance of the testimony, docwment, or thing.

(h) Evidence which is not taken or sought and filed in accordanee
with this subpart shall not be admissible.

(49 FR 48468, Dec. 12, 1984, added effective Feb. 11, 1985; 50 1R
23124, May 31, 1985]

>37CFR<* 1.671 sets out what will beconsidered evidence.

37 CFR 1.671(b) and {¢) provide that the Federal Rules of
Evidonce apply 10 interference procecdings 1o the extent indi-
cated in the rule, It should be noted that this provision does not
climinate the well-settled requircruent for independent corrobo-
ration of prior inventive acts performed by & party.

Under>37 CFR< 1.671(c), a party cannot rely on a previ-
ously filed affidavit such as an affidavit under 37 CFR 1,131,
1.132, 1,608(b) or 1.639(b) unless the aflidavit is served and
notice is given that the party intends to rely on the aftidavit, The
purpose for the notice is (0 permit an opponent to determine
whether a deposition for cross-examination is necessary (sce
>37 CFR< 1.672(b) and 1.673(c)).

»>37 CFR<* 1.671(c) is intended to overrule prior construe-
tionof PTOrules infolnes v, Kelly, 586 F.24234,237n.7, 199
USPQ 778,782 n. 2 (CCPA 1978) and Brecker v. Jennings, 204
USPQ 663 (Bd. Put. Int, 1978), which considered & >37 CFR<*
1.132 affidavit in the file of an involved application to be part of
the “record” of an interference. Under »37 CFR< 1.671(), a
party intending to rely on such an affidavit must give notice and
serve & copy of the affidavit on the opponent,

Even though the affidavit may have been considered by the
examiner-in-chief in deciding a preliminary motion, it may not
be considered by the Board at final hearing unless »>37 CFRe
1.671(e) has been complied with, Similarly, while »37 CFR<
1.671(a) provides that the specification (including claims) and
drawings of the involved and certain other cases are inevidence,
other papers in those files are not in evidence unless specifically
introduced as exhibits.

Under >37 CFR< 1,.671(f), the significance of documentary
and other exhibits must be discussed with particularity by a
witness during oral deposition or in an affidavit. >37 CFR<*
L671() sets out in th regulations an evideatiary requirement
imposed by precedent, Sco Pepoff v. Orchin, 144 USPQ 762
(Bd. Pat. Int, 1963) (unexplained experimental date should not
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be considered); Chandler v. Mock, 150 F.2d 563,66 USPQ 209
(CCPA 1945) (records standing alone were held to be meaning-
less), and Smith v, Bousquet, 111 F.2d 157, 45 USPQ 347
(CCPA 1940) (unexplained tests in stipulated estimony are
cntitled to litte weight), See alsodn re Borkowsh:, SO5F.2d4 713,
184 USPQ 29 (CCPA 1974) and Triplett v. Sweinmayar, 129
1.2d 869, 54 USPQ 409 (CCPA 1942). Under »37 CFR<
1.O71(g), a party is required to obtain permission from an
examiner-in-chief prior to proceeding under 35 U.S.C. 24, This
requirement insures that a subpocna is necessary (€.8., & sub-
poenaordinarily should not be necessary where testimony of an
opponent is sought) and that testimony sought through a >35
UL.8.C. 24 subpoena is relevant before a subpoena is issued. The
motion secking permission to proceed under 235 U.S.C.< 24,
any opposition thereto, and the order of an examiner-in-chief
authotizing the moving party to proceed under »35 U.S.C.«< 24
will be of assistance 10 a Federal court in the event a parly is
reqaired toresort to a court to enforce the subpoena orio compel
answers 10 questions propounded at any deposition where a
wilness is appearing pursuant 10 a subpoena, See Sheehan v,
Dovyle, 529 F 20 38, 188 USPQ 545 (Ist Cir. ), cert. denied, 429
1L.S. 870 (1976), rehearing denied, 429 U.S. 987 (1976).

Under>37 CFR< 1.671{h), any evidenee which is not taken
or souglit and {iled in accordance with the regulations will not
be admissible,

The courts have articulated a rule of law which the PTO will
continue to apply in determining admissibility of laboratory
notebooks under the “shop book™ Rule 803(b)(6) of the Federal
Rules of Evidence. See ¢.g., Alpert v, Slatin, 305 F.2d 891, 134
USPQ 296 (CCPA 1962) and Elliott v, Barker, 481 £.24 1337,
179 USPQ 100 (CCPA 1973).

Ordinarily, the cxaminee-in-chief ¢can order a party to pro-
duce au individual for a deposition as long as the individual is
a party or is under thie conteol of the party, ¢.g., an employee of
anassignee. Where so called “third parties™ are concerned, how-
ever, issuance of a subpoena may be necessary, because the PTO
has no authority to compel attendance of third partics,

2372 Manner of Taking Testimony [R-9]

37 CFR 1672 Manner of taking testimony,

(0) Testimony of 1 witness may be taken by oral depogition or
affiduvit in accordanes with this subpart,

(0 A purty wishing 10 1uke the testimony of & wilness whose
testimony will not be compelled undor 35 US.C. 24 ny clect 10
present the testimony of the witsiess by alfidavitor deposition. A party
clecting to present testimony of a witness by affidavit shall, prior 1o the
close of the party 's relevantisstimony period, file and serve anaffidavit
of the withess or, where appropriste, a notice under § 1.671(e). To
facilittte preparation of the record (§ 1,653 () and (h)), & party should
{ile an atfidavit on paper whichis 8 1/2 by 11 inches (21.8 by 27.9 ¢m).
A party shall not be entitled to rely on sny docnment referred (o in the
alfidavit unless a copy of the document is filed with the affidavil, A
party shall not be entitled o rely on any thing mentioned in the affidavit
unless the opponent is given reasonable necess to the thing, A thing is
somuthing other thana doecument, After the affidavit is filed and within
a time set by an examiner-in-chief, any opponent may {ile & requost Lo
cross-examine the witness onoral deposition, H sny opponent requests
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cross-oxamination of wn affiang, the paty shall notice a deposition
under § 1.673(e) for the pumposa of cross-exmmination by any oppo
nent. Any redireet and recross shall ko placo at the deposition. Atany
deposition for the purpose of cross-examination of & withess whose
westimony is presented by affidavit, the party shallnotbe entiled o rely
onany document of thing notmentioned inono or wore of the stfiduavits
filod under this paragraph, except to the extent necessary 1o conduet
proper redirect, A party electing 1o present testimony of @ witness by
deposition shall notico a deposition of the witness under § 1.673(a). The
party who gives notice of ndeposition shull barespousibie forobnaining
acourt reporter and for filing o certified transeript of the deposition as
roquirod by § 1,676,

(¢) A party wishing 1o take the testimony of @ witmess whose
testimony will bo compelled wnder 35 ULS.CL 24 must first obain
perniission fron an examiner-in-chiel undee § 167 1{g). I permission
is granted, the party shall notice a deposition of the witmess tnder §
1.673 and may procead under 35 U.S.C, 24, The testimony of the
witness shall bo taken on oral deposition.

() Notwithstanding the provisions of this subpant, il the pavties
agree in writing, a deposition may he takoen before any person author.
tzod 1o administer oaths, av any place, upon any notice, and i any
manner, and whon so taken may b used like any other depositions,

(o) T the parnios agroo in writing, the testimony of fuy witness may
e submmistedt in the form ol an afTidavit withont opportunity for cross-
axamination, The affidavit of the wimess shall be Gled in the Patentand
Trademurk Office,

() U ihe pastion agrea in writing, wstimony may be submitted in
the form of an agreed statentont souing forth: (1) How a particular
witnoss would westify if called or (2) the Facts in the case of one or mors
ol the porties, The agreod statemoent shall be filed in tho Patent ad
Trademark Office. Seo § 1,683¢).

(49 FR 48468, Dec, 12, 1984, added offective Feb, 11, 1985; SOFR
23124, May M1, 1985]

»>37 CIPR<* 1,672 sets forth the manner in which testimony
shall be taken, Testimony can be taken by depasition oraffidavit
at the election of the party presenting the testimony. A party
presenting testimony by affidavit must fite and serve the aflida-
vit. If the purty presents testimony by affidavit and an opponent
elects to cross-examine the affiang, the party s required 1o notice
adeposition for the purpose of cross-examination, Re-direct and
re~cross with ke place at the deposition, Whero the parties
agree, testimony can be presented by affidavit without opportu-
nity for cross-examination (see »37 CEFR< 1.672(¢)) or by
stipulated testimony or an agreed staement of facts (see »37
CFR< 1.672(f)).

Anaffidavit may be used only whena witness agrees to sign
the affidavit, 1 an individual refuses 1o sign an affidavit or vol-
untarily appear at a deposition the pacty calling the witness will
have to comply attendance ata deposition by a subpoena under
35 U.S.C. 24 after reeciving permission from an examiner-in-
¢hief,

Before setting the times for discovery, taking testimony, and
filing the record, the examiner-in-chief incharge of the interfer-
ence will in all likelihood hold a pre-trial conference with the
parties’ lead attorneys. At this conference, the attormeys should
be prepared to discuss whether they intend to ke testimony,
and whether the testimony  will be by oral depaosition, by
affidavit or otherwise; the issucs 10 he determined; the time
which wiltbe required; andother matters relevant to the conduct
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of the testimony. Following the conference the examiner-in-
chief will normally issue an order setting the times for discov-
ery, tking testimony, and filing the record, and making such
other rulings as may be necessary in the particular casce,

Former rule 37 CER 1.287(n) required that a party provide
discovery by serving copies of documents and lists within a
specified time before taking * testimony. The essence of this
requirement is carried forward i 37 CFR 1,673 where the
testimony of o witness is 1o be by deposition, If a witness'
testimony will be by affidavit, prior service of documents and
tists is not requiced, but copies of documents referred o in the
atfidavit must be tifed and served therewith, and the opponent
must be giver reasonable access to any thing mentioned therein,
3TCFR L.O72(D).

2373 Notice of Examination of Witness [R-9}]

37 CFR 1673 Notice of examination of witness,

() A party olecting to take testitmony of 1 witness by deposition
shall, afier complying with paragraphs (b) and () of this section, file
wid serve asingle notico of deposition stating the time and place of each
depasition to be taken. Dopositions may be noticed for a reasonable
time gnd place in the United States. Unless the parties agreo in writing,
# deposition may not be noticed for any other place without approval
of snexaminer-in-chief (see § 1.684). The notick shatl specily the annmo
and addross of cach witness and the gonoral nature of the testimony 1o
he given by the withess, H the name of o witness is not known, a genural
deseription sufficient W identity the withess or a particular class or
group to whick the witness bolongs may bo given instond.

{b) Unless the parties agree othorwise, a party shall sorve, but not
filu, at loust three duys prior o the conforonce required by paragraph(g)
of this section, if servica is mado by lund or “BExpross Mail,"” or at least
ten days prior to the conference if service is made by any other means,
the following:

(1) A list and copy of each docuniont in the party's possession,
custody, or contsol and upon which the party intends 10 rely at any
deposition and

{2) A list of and a proffer of reasonable access to things in tho
purty's possossion, custody, or control and upon which the pasty
intends to rely at the deposition,

(c) A party shall not bo permitted to rely at any deposition on any
witniess nol listed inthe potice, or ity document not served or any thing
not tisted ns required by paragraph (b of this section; (1) Unless all
opponents agree in writing or on the record to permit the party to rely
onthe witness, document, or thing or (2) except upon s motion (§ 1.635)
promptly filed which is accompanied by any proposed notice, uddi-
tional docnments, or lists and which shows sufficient cause why thoe
notice, documents, or fists wore not served in necordance with this
section.

() Bach opposing party shall have a full opportunity to attend &
deposition and cross-exmnine. H an opposing party attends & deposi-
tionof 1 witness not named in a notice and cross-exmmines the witiess
or fuils to object to the taking of the deposition, the opposing party shall
be deemed to have waived any right to object to tho taking of the
deposition for lack of proper notico,

(¢) A purty eleeting to prosent testimony by affidavit and who is
roquired to notice dopositions for tho purpose of cross-examination
under § 1.672(b), shall, after complying with paragraph (g) of this
section, file and servo a single notice of deposition stating the time und
plice of each cross-exmuination deposition to bo tuken,
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(0 The parties shall not take depositions i more than onoe place al
the swnie time or so nearly at the same tine that reasonable opportunity
to travel from ono place of deposition 1o another cannot ba had,

() Before serving anotice of deposition and after comyplying with
parageuph () of this section, a purty shall have an oral conferonco with
all oppotients 10 attompt to agreo on & mutuslly acceptablo time and
place for conducting the deposition. A certificato shall appear in the
notics stating that the oral conference took place orexplaining why the
conference could not be had. I the paztios cannot agres to & mutually
accoptable place mud time for conducting the deposition at the confer-
once, the parties shall contact an examiner-in-chief who shall then
dusignato the time and place for conducting the deposition,

(M) A copy of the notice of deposition shall he attached to the
cortiticd transeript of the deposition filed under § 1.676¢s).

149 FR 48469, Doc. 12, 1984, added offective Fob, 11, 1985)

>37CFR<* 1,673 sets outhow a depositionmast be noticed,
A deposition can be noticed for any reasonable place in the
United States. The extent © which parties, witnesses, and
attorneys or agents have to travel may be considered in deter-
mining whether a place is reasonable. Prior to serving a notice
of deposition, a party is required o take two procedural steps.
Under >37 CFR< 1.673(b), a party is required to serve acopy of
the documents and a list of the things in its possession, custody,
and control upon which it intends o rely, Under >37 CFR«
1.673(g). the party is required o have an oral conference (in
person or by telephone) with all opponents to attempt to agree
on o mutuatly sceeptable time and place for wking the deposi-
tion, An examiner-in-chicf may set the time and place if sgree-
ment is not reached. A singlo notice listing all the witnesses and
the gencral nature of thelr expected testimony is then served.
Under >37 CFR< 1.673(c) and except as provided, a party can
not rely on any witness not mentioned in the notice, any
document not served, or any thing not listed. Under »37 CFR<
L673¢h), a copy of any notice must be attached to the certified
transeript of each deposition filed.

2374 Persons Depositions Taken Before [R-9)

I7 CFR 1.674 Persons before whom depositions may be taken,

(0) Within the United States or a terrilory or insulny possession of
the United Statos a deposition shall be taken beforo an officer author-
izod to administor onths by the laws of the United States or of the place
where the sxamination is held.

(b) Unloss the partios agres in writing, the following persons shall
not bo compotent (o serve as an officor: (1) A ralative or employee of
aparty, (2) a relative or emiployee of an attorney of agent of a party, or
(1) a person interested, directly or indirectly, in the interforence either
us counsel, sttornoy, agont, or otherwise,

149 FR 48469, Dec. 12, 1984, addod offective Fob. 11, 1945)

>37 CFR<* 1.674 scis out the persons before whom depo-
sitions can be taken,

2375 Examination of Witness [R-9)

I7CFR 1675 Examination of witnexs, reading and signing transcript
of depowition,
(a) Each witness before giving an oral deposition shall be duly
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sworn according to law by the officer betfore whom the deposition is to
be taken,

(Y "The testimony shall be tuken in answer o interrogatories with
any quustions and answers recorded in their regular order by the ofticer
or by some otler person, who shall be subject to the provisions of §
1.o74(h), inthe presence of the officer unless the presence of the officer
is waived on the recond by agreenment of all parties.

() All objections made st the timo of the deposition to the quali-
fications of the officer taking the deposition, the manner of taking it, the
evidence presented, the conduct of any party, and any other objection
to the proceeding shall be noted on the record by the officer, Bvidence
objected to shall be taken subject 6 any objection,

() Unless the parties agres in writing or waive reading md
signature by the wittiess on the record st the deposition, when the
testimony has been transeribed a transeript of the deposition shatl be
read by the witness and then signed by the witness in the form of: (1)
An affiduvit in the presence of any notary or (2) a declaration.

(49 FR 48469, Dec, 12, 1984, wdded oftfective Feb, 1, 1985)

»37 CI'R<* 1,675 sets out how a deposition is to be taken,
2376 Viling Transcript of Deposition [R-9]

I7CFR 1.676 Certification and filing by officer, marking exhibiiy.

(1) "The officer shall prepare a certitied transeript of the deposition
by attnching to a ranseript of the deposition a copy of the notice of
deposition, any exhibits to bo annexed to the certified transcript, snd a
certifiente signed and sealed by the officer and showing:

(1) The witness was duly sworn by the oflicer belore connnence-
ment of testimony by the witness,

(2) The transeript is 1 true record of the testimony given by the
withess,

(3 The nsme of the person by whom the testimony was recorded
add, i not recordad by the ofticor, whether the testintony was recorded
in the presence of the officer.

(1) The prosonce or ghsence of any opposing paty.

(3) The place where the deposition was taken aid tho duy and hour
when the deposition began and ended.

{6) ‘The officer is not disqualified nnder § 1.674,

(1) 1F the parties waived any of the requiretnients of parggraph (n)
ol this section, the cortificate shell so stite,

(¢} The officer shall note on the certificate the circumstances under
which o witness reluses to sign o ranseript,

() Unless the parties agree otherwise in writing or on the record
at the deposition, the of ficer shall socurely seal the certified transeript
in an envelope endorsed with tho style of the interference (e.g., Smith
v Jones), the interference number, the nnme of the witness, and the dats
of sealing and shull promptly forward the envelope 0 BOX INTER-
FERENCE, Cotmmmissioner of Patents und Tredemarks, Washington,
D.C. 20231, Docnmonts and things producad for inspection during the
cgamination of o witness, shall, upon request of o purty, be marked for
ientification und annexed 1o the cortifiod transeript, and may bo
inspected and copied by sy party, except that il the person producing
the docnmonts snd things desires o retwin them, the person may: (1)
Offer copies 1o besmurked for identification and smexed to the certified
seunseripl and to serve therealter us originals if the person affords to all
parties Tair opportunity to verily the copies by comparison with the
originals or (2) offer the originals to e marked for idontification, afler
piving cnch party an opportanity to inspect and copy thens, in which
event the documonts and things may be nsed in the same manner as 1§
sunexed to tho cortified transeripl, The exhibits shall then bo files ..
speciflied in§ LS. 10 the weightor bulk of ndocnmentor thing shail
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raasonably prevent the document or thing from being annexed to the
certified transeripy, it shall, nonless waived on the record at the deposi-
tion of all pasties, be authenticated by the officer and forwarded to the
Commissioner in aseparate package marksd und addrossed as provided
in this paragraph,

|49 PR 48409, Dec. 12, 1984, wkded effective Feb, 11, 1985; SOTFR
23124, May 31, 1985]

>37 CFR<* 1.676 sets out how a court reporter should
prepare and file a certified transcript of a deposition, >37
CFR<* 1.676(d) sets out how exhibits are 1o be marked for iden-
tification, used at deposition, and filed. Provisions similar to
those of Rule 30(0O 1)XA) and (B) of the Federal Rules of Civil
Procedure are applicable to interferences.

2377 Form of Transcript of Deposition [R-9]

37 CFR 1.677 Form of a transeript of deposition,

(1) A transeript of g deposition musi bo typewritien on opague,
unglized, durable paper approximately 8 1/2by 1 1 inches (21.8by 27.9
e insize (lottor size), Typing shall be double-spaeed on ons side of
the paper innot smalter thanpica-typo withamarginof 1 1/2 inches (3.8
cm.yon the lelt-hand side of the page. The pages st ba consecutively
munbered throughout the entire rocord of ench party (§ 1.653(d)) and
the name of the witoss mst be typed at the top of cach page (§
1.653()). The questions propounded to each witness must be consecu-
tively numbered unless paper with numbered lines is used and sach
guestion must be followed by its answer.

(b) Exhibits must bo numbered consecutively and each must be
miarked a8 required by § 1,6533).

149 FR 48470, Dec, 12, 1984, added effective Feb, 11, 1985]

»>3TCFR<* 1,677 sets out the form of 4 transcript of a depo-
sition,

2378 Time for Filing Transcript of Deposition
[R-9]

37 CEFR 1678 Transcript of deposition must be filed.

Unless otherwise ordered by an examiner-in-chief, acertified tran-
scriptol n deposition must be filed in the Patent and Trademark Oftice
within 45 days from the date of deposition. I u party refuses (o file a
certified transeript, the examiner-in-chiel’ or the Board may take
approprinte action under § 1.616. I u party refusos to filo & cortified
trunseript, any opponent may niove for leave (o file the certified
transeript and include n copy of the transeript as part of the opporent’s
record,

49 FR 48470, Dee, 12, 1984, addod offective Feb, 11, 1985}

Under »37 CEFR< 1,678, o transeript of a deposition must be
filed in the PTO within 45 days of the date of the deposition.

2379 Inspection of Transcript [R-2]

37 CFR 1.679 Inspection of transcripi,

A centified transeript filed inthe Patent and Trademark Office may
be inspected by any party. The certified transeript may not bo removed
from the Patent and Trademark Oftice for printing (§ 1.653(g)) unloss
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authorized by an examinor-in-chief upon such terms us imay be appro-

priate,
|49 FR 48470, Dec. 12, 1984, added effective Feb, 11, 1985)

2382 Official Records and Printed Publications
{R-9]

37 CFR 1.682 Qfficial records and printed publications.

(a) A party may introduce into evidence, if otherwise ndmissible,
any official record or printed publication not identified on the record
during the taking of testimony of a witness, by filing a notice offering
the official record or publication into evidence. If the evidence relates
to the party's case-in-chief, the notice shall be filed prior to ¢lose of
testimony of the party's ease-in-chief, If the evidence relates to
rebultal, the notice shall be filed prior to the close of testimony of the
purty's case-in-rebuttal. The notice shall: (1) ldentify the official
record or printed publication, (2) identily the portion thereol o be
introducad in evidence, (3) indicate generally the relevance of the
portion sought to ba introduced in evidence, and (4) where appropriate,
be necompanied by & certified copy ol the official record or 4 copy of
the printed publication (§ 1.671(!)).

(b) A copy of the notics, oflicial record, and publication shall be
served,

(¢) Unless otherwisa ordered by an examiner-in-chief, any wrilten
objection to the notice or to the admissibility of the official record or
printed publicntion shall be filed within 15 days of service of the notice,
See also § 1.656(h).

{49 FR 48470, Dec, 12, 1984, added effective Feb, 11, 1985]

»37CFR<* 1,682 sets out how a party may introduce in ¢vi-
dence, if otherwise admissible , official records or printed pub-
lications. When a notice is served, a party is also required (o
serve (bug not file) copics of the official; records and printed
publications. Any objection to the notice or to the admissibility
of any official record or publication must be filed within 15 days
of the date of service of the notice.

If an official record or printed publication is made an exhibit
during & deposition or in an wffidavit, it need not be submitted
under >37 CFR< 1,682, »37 CFR< 1,682 permiits a party to
make an official record or printed publication part of the
evidence being considered at final hearing without calling a
witness. The official record or printed publication must, how-
cver, be self-authenticating, On the other hand, a party may
present the official record or printed publication as an exhibit
during testimony. When thislatter course is followed, there is no
need to take advantage of the provisions of »37 CFR< 1.682,

2383 Testimony From Another Interference or
Proceeding [R-9]

37 CEFR 1,683 Testimony in ancther interference, proceeding, or
action,

(r) Prior to ¢lose of & party’s approprinto testimony periad or
within such time as muy be £ol by an oxaminer-in-chief, a party may file
a motion (§ 1,635) for lenve (o use in an interlerence testimony of a
witness from another interference, proceeding, or sction involving the
stne parties, subject 10 such conditions as may be deemed appropriate
by an examiner-in-chief, The motion shall specify with particularity
the exact lestimony 1o be used and shall demonstrate its relevance.
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(b) Any objection to the admissibility .f the testimony of the
witness shafl be muade in an opposition to the motion. Sce also §
1.656(h).

(49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985]

>37 CFR< *1.683 scts out how a party may usc testimony
from another interference or proceeding,

2384 Testimony in a Foreign Country [R-9]

37 CFR 1.684 Testimony in a foreign country.

(a) An cxaminer-in-chief may authorize testimony of a witness o
be teken in a forcign country. A party seeking to tuke testimony in a
foreign country shall, prior to the close of the party's appropriate
testimony period or within such time as may be set by an exeminer-in-
chief, file &« motion (§ 1.635):

(1) Naning the witness.

(2) Describing the particular fucts to whicly it is expected that the
wilness will testily,

(3) Stuting the grounds on which the moving party believes that
the witness will so testify,

(4) Demonstrating that the expected testimony is relevant,

(5) Demonstrating that the testimony cannot be taken in this
country at all or cannot be taken in this country without hardship to the
moving party greatly exceeding the hardship to which all opposing
purtics will be exposed by the wking of the testimony in a foreign
country.

(6) Accompunicd by un affidavit stating that the motion is made
in good frith and not for the purpose of delay or harassing any party.

(7) Accompanied by written interrogatories (o be asked of the
witness.

(b) Anyopposition under § 1.638(u) shall state any objection to the
written interrogntories and shall include any cross-interrogatories to be
asked of the witness. A reply under § 1.638(l) may be filed and shell
be limited to stating any objection o any cross-interrogatorics pro-
pased in the opposition.

(¢) If the motion is granted, the moving party shall be responsible
for obtaining answers to the interrogatorics and cross-interrogatorics
before an officer qualified to administer ouths in the foreign country
under the laws of the United States or the foreign country, The officer
shall prepare a transeript of the interrogatories, cross-interrogatorics,
and recorded answers 1o the interrogatories and cross-inlerrogatorics
and shall transmit the transcript 1o BOX INTERFERENCE, Commis-
sioner ol Patents and Trademarks, Washington, D.C. 20231, with a
certificate signed and sealed by the officer und showing:

(1) The witness was duly sworn by the officer before answering
the inferrogatorics and cross)inleirogalories.

(2) The recorded answors aro u true record of the answaers given by
ths witness to the interrogatories and cross-interrogatories,

(3) The name of the person by whom the answers were recorded
and, if not recorded by the officer, whether the answers were recorded
in the presence ol the ofTicer.

(4) The presence or absence of any party.

(5) The place, day, and hour that the answers wers recorded,

(6) A copy of the recorded answers was read by or to the withess
before the witness signed the recorded answers and that the witness
signed the recorded answers in the presence of the officer. The officer
shall state the cirenmstances under which a witness refuses to read or
sign recorded answers.

(7) The officer is not disqualified under § 1.674.

(@) If the parties agree in writing, the testimony muy be taken
before the officer on oral deposition.
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(¢) A party taking testimony in a foreign country shall have the
burden of proving that false swearing in the giving of testimony is
punishable as perjury under the laws of the foreign country, Unless
false swearing in the giving of testimony before the officer shall be
punishable as perjury under the laws of the foreign country where
testimony is taken, the testimony shall not be entitled to the same
weight as testimony taken in the United States. The weight of the
testimony shell be determined in cach case.

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985; SO FR
23124, May 31, 1985]

>37 CFR<* 1,684 scts out how a parly may take testimony in a
forcign country.

>37 CFR<* 1,684 does not apply to cross-examination. If a
party submits an affidavit under >37 CFR< 1,672(b) or intcnds
torely on an affidavit under >37 CFR< 1.617(e), the party must
make the affiant available for cross-examination ata deposition.
See>37 CFR< 1.673(c). A deposition may be noticed only “for
arcasonable time and place inthe United States.” See¢ >37 CFR<
1.673(a). Accordingly, itisnotexpected that >37 CFR < 1.684(a)
will be used to cross-examine affiants residing in forcign
countrics. The party filing the affidavit will be required to make
the affiant available for cross-cxamination in the United States.

2385 Errors in Deposition [R-9]

37 CFR 1.685 Errors and irregularities in depositions.

(a) An error in & notice for taking a deposition is waived unless a
motion (§ 1.635) to quash the noticc i3 filed as soon as the error is, or
could have been, discovered,

(b) Anobjection 1o & qualification of an officer taking a deposition
is waived unless:

(1) The objection is made on the record of the deposition before
& witness begins to testify.

(2) If discovered after the deposition, a miotion (§ 1.635) to
suppress the deposition is filed as soon as the objection is, or could have
been, discovered.

(¢) An error in irregularity in the manner in which testimony is
transcribed, a certified transcript is signed by a witness, or a certified
transcript is prepared, signed, certified, scaled, endorsed, forwarded,
filed, or otherwisc handled by the officer is waived unless a motion (§
1.635) to suppress the deposition is filed as soon as the error of
irregularity is, or could have been, discovered,

(d) An objection 10 the competency of a witness, admissibility of
evidence, manner of taking the deposition, the form of questions and
answers, any oath or alfirmation, or conduct of any party at the
deposition is waived unless an objection is made on the record at the
deposition stating the specific ground of objection. Any objection
which a party wishes considered by the Board at final hearing shall be
included in & motion to suppress under § 1.656(h).

(¢) Nothing in this section precludes tuking notice of plain errors
affecting substantial rights although they were not brought to the
attention of an examiner-in-chief or the Board,

[49FR 48471, Dee. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985, ]

>37 CFR<* 1.685 scts out how objections during, the taking
of depositions must be raised. Under »37 CFR< 1.685(a), an
crror in a notice of deposition is waived unless amotion to quash
the notice is filed as soon as the crror is, or could have been,
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discovered, Under >37 CFR< 1.685(b), any objection to the
qualifications of the officer is waived unless (1) the objection is
noted on the record of the deposition before the witness begins
to testify or (2) if discovered after the deposition, a motion to
suppress is filed as soon as the objection is, or could have been,
discovered. Under >37 CFR< 1.685(c), any error in the manner
in which (cstimony is transcribed, the transcript is signed by a
witness, or the transcript is prepared or otherwise handicd by the
court reporter is waived unless a motion to suppress is filed as
soon as the crror is, or could have been, discovered. Under >37
CFR< 1.685(d), any objection on the merits to the admissibility
of evidence (c.g., under the Federal Rules of Evidence) is
waived unless an objection is made on the record at the deposi-
tion stating the specific ground of objection. Often objections
are cured by subsequent testimony. Accordingly, any objection
which a party wants the Board to consider at final hearing must
also be made the subject of a motion under >37 CFR< 1.656(h).

>37 CFR<* 1.685(d) requires an objection to be stated on
the record. An objection tothe admissibility of evidence must be
stated on the record and a motion under >37 CFR< 1.656(h)
renewing the objection at final hearing must be filed. No longer
will a party be permitted to attend a deposition and {ail to enter
an objce~tion only to raise the objection at final hearing

A singlc examiner-in-chief may rulc on admissibility of evi-
dence “where appropriate” and in “unusual” circumstances,
There are times during interferences where a motion in limine
can be helpful. For example, a junior party during its casc-in-
chicef may wish to examine a witness on a document which was
not served as required by >37 CFR< 1.673(b)(1). The senior
party objects and realizes that if the junior party is permitted to
cxamine the witness on the document, extensive cross-cxami-
nation using numerous documents would be necessary. In order
to avoid wasting considerable time, the parties could contact the
examiner-in-chicf by phone for a determination in limine on
whethier the junior party should be able to examine the witness
on the document. Under the circumstances outlined the cxam-
incr-in-chief in his or her discretion could cnter an order
excluding the document from evidence, The order would be
subjectio a request for reconsideration, See >37 CFR< 1.640(c).
Ordinarily, however, it would be expected that parties would
present evidence subject to objection. See >37 CFR< 1.675(c),
last sentence, It is notenvisioned thata single examiner-in-chief
will routinely rule on the admissibility of evidence.

2387 Additional Discovery [R-9]

37 CFR 1.687 Additional discovery.

() A party is not entitled to discovery encept as authorized in this
subpart,

(b) Where appropriate, a party may obtain production of docu-
ments and things during cross-examination of an opponent’s witness or
during the testimony period of the party’s case-in-rebuttal.

(c) Upon a motion (§ 1.635) brought by & party within the time st
by an exsminer-in-chief under § 1.651 or thereafter as authorized by §
1.645 and upon a showing that the interest of justice so requires, an
examiner-in-chief may order additional discovery, as to matters under
the control of a party within the scope of the Federal Rules of Civil
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Procedure, specifying the terms and conditions of such additional
discovery.

(d) The parties may agree to discovery umong themselves at any
time. In the absence of an agreement, a motion for additional discovery
shall not be filed except as authorized by this subpart.

[49 FR 48471, Dec. 12, 1984, added effective Feb, 11, 1985]

¥

>37 CFR< 1.687 scts out how a party could seek and obtain
additonal discovery. “Additional discovery” is defined in »37
CFR< 1.601(a). >37 CFR<*1.687(c) docs not change the stan-
dard (“interest of justice™) for obtaining discovery.

Additional discovery obtained under a protective order
issucd by cither the PTO or a district court will not be admitted
inevidence in the PTO indetermining the interference. All evi-
dence submitted in aninterference mustbe made available tothe
public under the provisions of >37 CFR< 1.11(a). Accordingly,
any protective orders have to be vacated before a document
could be admitted in cvidence in the PTO which is subject to a
protective order. The following example illustrates how the
practice would work.

Example. Aninterference involves party X and party Y. During the
interference, party X files a motion for additional discovery under >37
CFR< 1.687(c) asking that party Y be required 10 produce certain
documents. Party Y opposes on the sole ground that the documents
contain trade secret and confidential information, Party Y indicates that
it has no objection to producing the documents for inspection by
counsel for party X, butinsists that party X not be permitted to inspect
the documents, Accordingly, party Y asks the examiner-in-chief to
authorize the discovery subject to entry of a protective order. Party Y
argues, however, that the sanctions of >37 CFR< 1.616 are not
sufficient in the event of a violation of the protective order. An
examiner-in-chiei concludes that additional discovery should be or-
dered, that a protective order is appropriate, and that the sanctions of
>37 CFR< 1.616 are not sufficient in the event of a violation of the
protective order. Under the circumstances, the examiner-in-chief would
enter an order directing party Y to praduce the documents for inspec-
tion by counsel of party X on the condition that party X seck production
of the documents by asubpoenu duces secumunder35U.S.C. 24, Upon
issuance of any subpoeny, party Y could move the district court for
entry of a protective order. If the district court enters the protective
order, party Y can produce the documents to counsel for party X, If the
protective order of the examiner-in-chief is violated, an appropriate
sanction up to and including judgment may be entered by the Board. In
addition, party Y would be in 4 position to seck contempt or sanctions
in the district court, The documents produced for inspection by counsel
for party X could not be admitted in evidence in the interference (until
the protective order is vacated), because those documents are nol
documents which can be made available to the public under »37 CFR<
1.11(n).

2388 Use of Discovery [R-9]

37 CFR 1.688 Use of discovery.

(a) If otherwise admissible a party may introduce into evidence, an
answer to a written request for an admission or an answer (o « writlen
interrogatory obtained by discovery under § 1.687 by filing & copy of
the request for admission or the writlen interrogatory and the answer.
If the answer relates to a party’s case-in-chief, the answer shall be filed
prior to the close of testimony of the party's case-in-chief, If the answer
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relates 1o the party's rebuttal, the admission or answer shall be filed
prior to the close of testimony of the party's case-in-rebuttal, Unless
otherwise ordered by an examiner-in-chief, any written objectionto the
admissibility of an answer shall be filed within 15 days of service of the
snswer,

(b) A party may not rely upon any other matler obtained by
discovery unless it is introduced into evidence under this subpart,

[49 FR 48471, Dec. 12, 1984, added effective Feb.11, 1985}

>37 CFR<* 1,688 scts oul how a party can introduce into
cvidence admissions and answers (o interrogatorics obtained as
a result of additional discovery.,

>2390 Arbitration of Interferences [R-9]

ISUS.C. 135 Interferences
LN

(d) Parties to n patent interference, within such time as may be
specified by the Commissioner by regulation, may determine such
contest or any aspect thereof by arbitration. Such arbitration shall be
govemed by the provisions of title 9 w0 the extent such title is not
inconsistent with this section. The parties shall give notice of any
arbitration award to the Commissioner, and such award shall, as
between the parties to the arbitration, be dispositive of the issues to
which itrelates. The arbitration award shall be unenforceable untilsuch
notice is given. Nothing in this subsection shall preclude the Commis-
sioner from determining patentability of the invention involved in the
interference.

(Added Nov, 8, 1984, Public Law 98-622, sec. 105, 98 Stat, 3385.)

37 CER 1.690 Arbitration of interferences.

(s) Parties w a patent interference may determine the interferonce
or any aspect thereof by arbitration, Such arbitration shall be governed
by the provisions of Title 9, United States Code. The parties mustnotify
the Board in writing of their intention to arbitrate. An sgreement 1o
arbitrate must be in writing, specify the issues to be arbitrated, the name
of the arbitrator or a date not more than thirty (30) days after the
execution of the agreement for the sclection of the arbitrator, and
provide that the arbitrator's award ghall be binding on the parties and
that judgment thercon can be emered by the Board. A copy of the
agreementmust be filed within twenty (20) days after its execution. The
parties shall be solely responsible for the selection of the arbitrator and
the rules for conducting proceedings before the erbitrator. Issues not
disposed of by the arbitrator will be resolved in accordance with the
procedures established in 37 CFR, Subpart E of Part 1, as determined
by the examiner-in-chief.

(b) An arbitration proceeding under this section shall be conducted
within such time as may be authorized on a case-by-case basis by an
cxaminer-in-chief,

(¢) An arbitration award will be given no consideration unless it is
binding on the purtics, is in writing and stales in a clear and definite
manner (1) the issue or issues arbitrated and (2) the disposition of cach
issue. The award may include a statement of the grounds and reagoning
in support thereof. Unless otherwise ordered by an examiner-in-chief,
the parties shall give notice to the Board of an arbitration award by
filing within twenty (20) days from the date of the award signed by the
arbitrator or arbitrators. When an award is timely filed, the sward shall,
as to the parties to the arbitration, be dispogitive of the issue or issucs
to which it relates,

(d) An arbitration award shall not preclude the Office from deter-
mining patentability of any invention involved in the interference.
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152 FR 13838, Apr, 27, 1987]

Under 37 CFR 1,690 the arbitrator can determine issues of
patentability as between the parties but a determination by him
orher that the subject matter is patentable would not be binding
upon the PTO. If the arbitrator's award holds that & party’s
claims corresponding (o the count are unpatentable over prior
artor under 35 U.S.C. 112, that determination would be binding
on that party vis-a-vis the party's opponent and would resuftin
a judgment adverse o that party. The judgment, however,
would not discharge the Jduty that cach party has under 37 CFR
1.56 10 bring to the atention of the examiner in charge of its
respective application any prior artand/or reason relied upon by
the arbitrator in the determination of unpatentability.

It is the longstanding practice of the PTO to favor the
settlement of interferences and the PTO looks with favor on all
proper efforts in that direction as being conducive o the termi-
nation of the proceeding, Sce 4 Rivise and Cacsar, Interference
Law and Practice, § 861, p. 2956 (Michic Co, 1948) and the
Commissioner's Notice of November 9, 1976, titled, “Exien-
sions of time and Filing of Papers in Interferences,” 953 Official
Gazene 2 (December 7, 1976), In this regard, the notice states
that:

.stipulations or mations for extensions of time under 37
CFR 1.245 will not henceforth be approved or granted, respec-
tively, unless accompanied by a detailed showing of fucts
sufficient to establish that the action for which the extension is
sought could not have been or cannot be taken or completed
during the time previously set therefor, and that the entire
extension appears necessary for the taking or completion of
that action. Since the Office favors the amicable settlement of
interferences, the foregoing requirement will be liberaily applied
in the case of a firstrequest for extension of time for the purpose
of negotinting settlement.

Consequently, the examiner-in-chici may give favorable
consideration 1o a motion for an extension of time for purposes
of settfement;, however, a further motion for an extension for
that purpose would not be granted unless it is accompanicd by
a schedufe of specific dates showing that the partics will make
a good faith effort to promptly terminate the proceeding, I
pretiminary motions under 37 CFR 1.633 have not been filed,
the examiner-in-chief would not normally extend the time for
their filing merely for purposes of scttiement, In these circun-
stances, the examiner-in-chief would require that the prelimi-
nary motions be fifed or that their fifing be waived,

I the proceeding is in the testimony stage, the examiner-in-
chicf could grant the partics” motion to extend all the unexpired
(estimony times (o close concurrently on the date the record is
due provided they file a stipulation that any evidonce to be
submitted will be in one of the formy speeified in 37 CFR
1.672(¢)y and (1), i.c., aflidavit testimony or a stipulation cither
as to what a particular withess would testify to if calied or the
facts in the case of any party.

Analogously, the aforesaid practice would apply to arbitra-
tion, 37 CIFR 1690 requires that partics who intend to arbitrate
an interference notify the examiner-in-chief in writing of their
intention to arbitrate and file a copy of the arbitration agreement
within 20 days of its exceution, Parsuant 1635 U.S.C. 135(c) an
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agreement to arbitrate is considered to be one “made in connec-
tion with and in contemplation of the termination of the interfer-
ence”. The agreement must be in writing and a copy filed in the
PTO within 20 days after its exceution. The notification of
intention Lo arbitrate must be made in & separate paper, Mcrely
incorporating the notification in the agreement is not sufficient
to comply with 37 CFR 1.690(a). The partics also will be
required to adhere to atime schedule approved by the examiner-
in-chief such that the interference procceding can be expedi-
tiously resolved so as to prevent the unnecessary postponcment
of the beginning of the running of the term of any patent
resulting from an application involved in the interference.
Pritchard v. Loughlin, 361 .24 483, 149 USPQ 841 (CCPA
1966).

If the parties desire to arbitrate an interference prior (0 the
close of the motion period, the examiner-in-chief will not
normally grant an extension of time for that purpose. The parties
will be required to file their preliminary motions under 37 CFR
1.633. After the motions are filed, the examiner-in-chief could
grant an extension only upon compliance with 37 CFR 1.645
which requires a showing of “good cause.” Such a“good cause™
showing would normally include a schedule, agreed to by the
partics, setting forth, inter alia, the dates for (1) excecuting the
arbitration agreement, (2) determining priority and (3) terminat-
ing the interference.

37 CFR 1.690(a) requires that an arbitration agreement
include the following:

(1) The name of the arbitrator or adate certain (notmore than
30 days after the execution of the agreement) for his or her
selection.

(2} The issues to be deciced by the arbitrator.

(3) A provision that the arbitrator’s award is binding on the
partics and that the Board can enter a judgment based thereon,

37CFR 1,690(c) requires that a copy of the arbitration award
be filed within 20 days from the date of the award or by a date
set by the examiner-in-chief,

Il the proceeding is in the testimony stage and the partics
desire to arbitrate, the examiner-in-chief could grant a reason-
able extension for that purpose. A motion for a further extension
for that purpose would not be granted unless it were accompa-
nicd by a schedule, agreed to by the parties, sctting forth, inter
alia, the dates for (1) exccuting the arbitration agreement, (2)
determining priority, and (3) terminating the interference. If the
partics were to submit the required schedule, a motion for a
further extension could be granted. If the partics file a copy of
the arbitration agreement and they agree that any cvidence
submiticd in the proceeding will be in one of the forms specified
by 37 CFR 1.672(c) or (), the examincr-in-chief could give
favorable consideration to the partics' motion that all the unex-
pirced times be extended to close concurrently on the date the
record is due, By that date, the parties would be required to file
the arbitrator’s award and their records, if necessary for the
resolution of any issue not decided b the arbitrator, If the award
is not dispositive of all the issues in the interference, the
cxaminer-in-chic would setbricf times so that the partics could
cxplain theirevidence relating to any issues which the arbitrator
did not, or was unable to, decide, For example, the award might
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be dispositive of the issue of priority between the parties and
lcave for the Board’s determination the question of substituting
anew count raised in a preliminary motion under 37 CFR 1,633,

The arbitration award, filed by the parties, would be in the
nature of a final decision and should include the following:

(1) The style (e.g., Jones v. Smith), the number of the inter-
ference and the names of the real partics in inicrest.

(2) The subject matter in issue, i.¢., the counts and a table of
counts, if necessary, indicating the relationship of the parties’
claims corresponding to each count and those claims not corre-
sponding thereto,

(3) The issucs for decision before the arbitrator.

(4) The arbitrator’s decision. The decision may also include
a statement of the grounds and reasoning in support thercof.

(5) A summary, if appropriate, indicating, inter alia, that
judgment should be awarded to one of the parties.

Any party (o the arbitration can attack the award only in the
manner provided by 9 U.S.C.10 and 11. 9 U.S.C. 10 rcads as
follows:

In cither of the following cases the United States court in and for
the district wherein the award was made imay make sn order vacating
the award upon the application of any party to the arbitration—

(a) Where the award was procured by corruption, fraud, or undue
Means,

(b) Where there was evident partiality or corruption in the arbitra-
tors, or cither of them.

(c) Where the arbitrators were guilty of misconduct in refusing to
postpone the hearing, upon sufficient cause shown, or in refusing to
hear evidence pertinent and material to the controversy; or of any other
misbe¢havior by which the rights of any party have been prejudiced.

(d) Where the arbitrators exceeded their powers, or so imperfectly
exccuted them thai a muiual, final, and definite award upon the subject
matter submitied was not made.

(¢) Where an award is vacaied and the time within which the
sgreementrequired the award to be made has not expired the court may,
in its discretion, direct a rehearing by the arbitrators.

9 U.S.C. 11 rcads as follows:

In cither of the following cases the United States court in and for
the district whercin the award was made may make an order modifying
or correcting the award upon the application of any party to the arbitra-
tion~—

() Where there was an evident material miscalculation of figures
or an evident material mistake in the description of any person, thing,
or property referred w in the award.

{b) Where the arbitrators have awarded upon a matter not submit-
ted to them, unless it ie a matter not affecting the merits of the decision
upon the matter submitted.

(c) Where the award is imperfect in matter of form not affecting the
merits of the controversy,

The order may modify and correct the award, so as to effect the
intent thereof and promots justice between the parties.

See, for example, Fairchild and Co., Inc. v. Richmond, F.
and P.R.Co.,516F.Supp. 1305(D.D.C. 1981). If such anattack
were to be made by one of the partics while the interference is
pending before the Board, the Board would not stay the interfer-
ence. Rather, the Board would issuc its judgment in accordance
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with the award. So long as the award is in compliance with 37
CFR 1.690, it would carry the presumption that the arbitrator
acted correctly in making his or her decision and accordingly,
the party designated by the award as the prevailing party would
be entitled prima facie to a judgment in its favor. If the dissat-
isfied party brings an action in an appropriatc United States
district court and if the court vacates, modifics or corrects the
award, the Board would take action consistent with the court’s
findings. No action would lie in the PTO to vacate or correct an
arbitration award, unless all parties agreed in writing.

The following examples illustrate the proposed practice of
the PTO concerning arbitration.

EXAMPLE 1
Arbitrstion Practice-Prefiminary Stage

An interference 18 declared on or after February 11, 1985, The ex-
aminer-in-chief sets a time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1,633 and preliminary statements,
The parties decide to arbitrate the interference in accordance with 37
CFR 1.690 and file &8 motion for an extension of ime so that they can
*“freely” arbitrate the interference, but do not file a waiver of their right
to file motions.

The examiner-in-chief would deny the motion because the partics'
intention to arbitrate, in and of itself, does not constitute a showing of
“good cause” within the meaning of 37 CFR 1.645(a). Even if the
parties file an agreement 1o arbitrate, the PTO would not grant any
extension of time to permit the parties to “frecly” arbitrate an interfer-
ence prior to the expiration of the time for filing preliminary motions.

EXAMPLE 2
Arbltration Practice—Testimony Stage

An interference is declered on or after February 11, 1985. The ex-
aminer-in-chief scts & tims in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633. The parties file preliminary
motions; the examiner-in-chief renders & decision thereon and sets the
testimony times. The parties file 2 nolice of intent 1o arbitrate the
interference under 37 CFR 1.690(a) and & motion for & one month
extension of the testimony times. The examiner-in-chief could grant
the motion, but would indicate that if the parties file another motion for
an extension for that purpose, the motion must be accompanicd by a
schedule, agreed 10 by the partics, setting forth the dates for (1)
executing the arbitration agreement, (2) determining priority and (3)
terminating the interference.

The parties file e motion for an additional one month extension of
time to permit the parties io arbitrate the interference. Accompanying
the motion is & proposed schedule of times and & copy of the arbitration
agreement which provides, inter alig, (i) the name of the arbitrator or
a date certain for his selection, (ii) that the arbitrator’s award will be
binding on the parties, (iii) the iszues to be decided by the arbitrator and
(iv) thet the award will be filed by the date the record is due. The partics
also indicate that the evidence to be filed in the proceeding will be in
oneof the forms specified by 37 CFR 1.672(e) or (f). The examiner-in-
chief could grant the motion and indicaiws that he or she will give
favorable consideration to & moticn to extend all the unexpired times
to close concurrently on the date the record is due should the parties
request such,

On the date for filing the record, the parties file the arbitrator's
award and their evidentiary records, if necessary, The award states (i)
the style and number of the interference and the real parties in interest,

Rev. 9, Sept. 1988



2390

(ii) the subject matterin issue and the parties' claims which correspond
thereto and which do not correspond thereto, (iii) the issues for decision
belore the arbitrator, (iv) the arbitrator's decision (which may include
astatement of the grounds and reasoning, in support thereof) und (v) that
Judgment should be awarded to one of the parties. The examiner-in-
chicf cxamines the award to ensure that it complies with 37 CFR 1.690
and is dispositive of the issues inthe interference which can be decided
by the arbitrator, If the award is otherwise acceptable, the Board would
issue a judgment based on the award, If the award is not dispositive of
all the issues in the interference, the examiner-in-chief would deter-
mine how the interferenice will proceed.

EXAMPLE 3
Arbitration Practice—Awurd Decides Interference-in-Fact
Issue and Junlor Party Takes No Testimony

An interference is declared on or after February 11, 1985. The ex-
aminer-in-chief sets a time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary statements.
The junior party files 2 motion for judgment under 37 CFR 1.633(b) on
the ground that there is no interference-in-fact between his claims
corresponding to the count and his opponent’s claims corresponding
thereto. The examiner-in-chief denies the motion, examines the pre-
liminary statements and sets the testimony times.

Puring the testimony period, the parties decide to arbitrate the
interference, notify the examiner-in-chief of their intent to arbitrate and
file an arbitration agreement which is approved by the examiner-in-
chief. On the date for filing the record, the junior party files the award
together with amotion requesting that the interference be terminated in
view of the award. He or she does not file a record. In his or her award
the arbitrator holds that no interference-in-fact exists between the
partics’ claims corresponding to the count.

The motion would be denied because the award decides a matier of
patentabitity which would notresult in a judgment adverse to onc of the
parties. Consequently, the junior party would be placed under sn order
to show cause why judgment under 37 CFR 1.652 should not be entered
against him or her for his or her failure to file an evidentiary record by
the time set therefor. In response to the order, the junior party requests
final hearing to review the examiner-in-chief's denial of the motion for
judgment and a testimony period to show no interference-in-fact, The
examiner-in-chief would grant the junior party's request to the extent
that final hearing is set and would deny the request for testimony
because the junior party already had the opportunity to take testimony
on the matter.

EXAMPLE 4
Arbltration Practice—Cannot Decide Patentabliity

An interference is declared on or after February 11, 1985, The ex-
aminer-in-chief sets a time in sccordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary statements,
The junior party files a motion for judgment under 37 CFR 1.633(a) on
the ground thut the claims corresponding to the count are unpatentable
over prior art, In his or her decision on motions, the examiner-in-chief
grants the motion and places both parties under an order pursuant (0 37
CFR 1.640(d)(!) to show cruse why judgment should not be entered
against them as to the count, In response to the order, the senior party
files a paper in accordance with 37 CFR 1.640(c) purportedly showing
good cause why judgment should not be entered in accordance with the
order and a motion requesting permission {o arbitrate the patentability
issue, The examiner-in-chief would deny the motion. The arbitrator is
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without autherity to establish vis-a-vis the public thsi the subject matter
of the count is patentable. Thus, the srbiration will serve no useful
purpose. The Board would consider the senior party's paper and enter
an appropriate order.

- EXAMPLE 5

Arbltratlon Practice—Award After Decision On Motions

An interference is declared on or after Febrvary 11, 1985, The ex-
aminer-in-chief sets a time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary statements.
The junior party files amotion for judgment under 37 CFR 1.633(a)on
the ground that the claims corresponding to counts | and 2 are
unputentsble over prior art. In his or her decision on motions, the
examiner-in-chief grants the motion with respect to count 1, denies the
motion with respect to count 2 and places both parties under an order
pursuant 0 37 CFR 1.640(d)(1) to show cususe why judgment should
not be entered against them as to count 1. The senior party files a paper
in accordance with 37 CFR 1.640(c); the junior party, a response
thereto, The Board considers the paper and the response therete and
based on the record enters judgment adverse to hoth parties as to count
1. Thereafler, the examiner-in-chief examines the preliminary state-
ments and sets dates for taking testimony and filing the record.

During the testimony period, the pariies decide to arbitrate the
interference, notify the examiner-in-chief of their intent to arbitrate and
file an arbitration agreement which is approved by the examiner-in-
chief. In his or her award, the arbitrator decides that judgment should
be awarded to the junior party. On the date for filing the record, both
parties file the award together with a motion requesting that the
interference be terminated in view of the award. No record is filed,

The motion would be granted and accordingly it wouid be held that
the senior party is notentitled to a patent containing claims correspond-
ing to count 2,

EXAMPLE 6
Arbitration Practice—Award Decides Patentabiilty

An interference is declared on or after February 11,1985, The ex-
aminer-in-chief sets a time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary statements.
No motions for judgment under 37 CFR 1.633 are filed end after the
examination of the preliminary statements, the examiner-in-chief sets
the testimony times.

During the testimony period, the partics decide to arbitrate the
interference, notify the examiner-in-chief of their intent to arbitrate and
file an arbitration agreement which is approved by the examiner-in-
chief. In the award, the arbitrator finds (1) that the evidence is
insufficient to establish a prior public use bar undes 35 U.5.C, 102(b)
against the junior party, (2) that the claims of the junior party corre-
gponding to the count are patentable under 35 U.S.C. 103 over the prior
art cited by the senior party (o the junior party, and (3) that judgment
on priority should be swarded to junior party, On the date for filing the
record, the partics file their records and the award together with a
motion requesting that the interference be terminated in view of the
award.

The motion would be granted and accordingly it would be held that
the senior party is not entitled to & paient containing his or her claims
corresponding to the count. After the termination of the proceeding,
cach party has the duty under 37 CFR 1.56 to bring before the primary
examiner the evidence concerning the purported public use bas and the
prior art cited by the senior party and/or considered by the arbitrator.
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EXAMPLE 7
Arbitration Practice—Award Grants Priority To Junior
Party Contingent Upon Granting Of Preliminary Motlon
Under 37 CFR 1,633(c)

An interference is declared on or after February 11,1985, The ex-
aminer-in-chief sets a time in accordance with 37 CFR 1,611 for filing
preliminary motions under 37 CFR 1.633 and preliminary statements.
The junior party files a motion under 37 CFR 1.633(c)(1) to substitute
another count. The examiner-in-chief denies the motion, examines the
preliminary statements and sets the testimony times.

During the testimony period, the parties decide to arbitrate the
interference, notify the examiner-in-chief of their intention to arbitrate
and enter into an arbitration agreement which is approved by the
examiner-in-chief. The agreement provides that any evidence to be
submitted by the parties will be in the form of a stipulation under 37
CFR 1.672(¢) and (f). The partics file & motion requesting that all the
unexpired testimony times be extended to close concurrently on the
date the record is due. The motion would be granted.

On the date for filing the record, the junior party files his or her
record and the award. The award states, inter glia, that if the Board at
final hearing should grant the junior party's motion under 37 CFR
1.633(¢)(1} to substitute a new count, judgment should be awarded to
the junior party based on the evidence. Otherwise, the award states that
judgment should be awarded to the senior party.

The examiner-in-chief scts the brief times and after the filing
thereof the interference would be get for final hearing so that the Board
can review the examiner-in-chief’s denial of the junior party's motion
under 37 CFR 1.633(c) and issue an appropriste judgment baged on the
award,

EXAMPLE 8
Arbltration Practlce—Award Attacked

An interference is declared on or after February 11,1985, The ex-
aminer-in-chief sets a time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary statements.
No preliminary motions are filed. The examiner-in-chief examines the
preliminary statements and sets the testimony times.

During the testimony period, the parties decide to arbitrate the
interference, notify the examiner-in-chief of their intention to arbitrate
and file an arbitration agreement which is approved by the examiner-
in-chief.

On the date for filing the record, both pasties file their records. The
junior party files the award which states that judgment should be
awarded 1o him or her and a motion for judgment based on that award,
The senior party files an opposition to the motion for judgment on the
grounds (i) that the award contains errors of law, (ii) that the award was
procured by "corruption, fraud or undue means” in violation of 9
1.5.C. 1{a), and (iii) that the arbitrator exhibited “evident partiality®
in violation of 9 U.S.C. 10(b) and was “guilty of misconduct ... in
refusing to hear evidence pertinent and material” io the interference,
citing 9 U.S.C. 10(¢).

The Board would grant the judgment based on the award, holding
that the senior party is not entitled to a patent containing claims corre-
sponding to the count. So long as the award is in compliance with the
provisions of 37 CFR 1.690, it would carry & presumption that the
arbitrator acted properly in all respects. Consequently, before the PTO
the award is binding upon the purties and the junior party is prima facie
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entitled to a judgment in its favor. Thus, no action lics in the PTO as
regards the matter raiscd by the senior party. The senior purty's action
lies in an appropriate United States district court and the PTO would
tzke any action consistent with the court’s decision.

EXAMPLE 9
Arbliration Practice— Award Cannot Modify Board's
Final Declsion

An interference is declared on or after February 11, 1985. The ex-
aminer-in-ckief scts & time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary statements.
No motions are filed. The examiner-in-chief examines the preliminary
statements and sets the testimony times.

During the testimony period, the parties decide to arbitrate the
interference and enter into an arbitration agreement. Neither party
notifies the examiner-in-chief of their intent to arbitrate nor do they file
acopyof the agreement in the interference. Both parties timely file their
records und briefs, Both waive oral argument. The Board enters a final
decision after consideration of the evidence in favor of the senior party.

The junior party requests reconsideration of the Board's final
decision, submits a copy of the arbitration award and moves that the
Board set aside its final decision and enter judgment in his favor based
on the award. In support of its request, the junior party cites 9 US.C.
9, which prevides that “any party to the arbitration may apply to the
court so specified for an order confirming the award" and 35 U.S.C.
135(d) which provides that title 9 applies to interference arbitrations.

The Board would deny the motion to set aside. The parties did not
comply with 37 CFR 1.690(g), i.e., notify the examiner-in-chief in
writing of their intention to arbitrate and file & copy of the arbitration
agreement within twenty (20) days of its execution. The denial of the
motion is an appropriete senction under 37 CFR 1.616. Such action by
the Board is considered consistent with long standing interference
practice. Cf, Humphrey v. Fickert, 1904 C.D, 447 (Comm'r. Pats,
1904) wherein the Board, after it had considered the evidence, refused
to sot eside itg award of priority to Fickert and &ct upon the Fickert's
concession of priority in favor of Humphrey, the losing party.

EXAMPLE 10
Arbltration Award Flied With Record—No Notice
To Examiner-in-Chief

An interference is declared on or after February 11, 1985, The ex-
aminer-in-chicf sets a time in accordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary statements.
No motions ere filed. The examiner-in-chief examines the preliminary
statements and sets the testimony times.

During the testimony period, the parties decide to arbitrate the
interference and enter into an arbitration agreement. Neither party
notifies the examinor-in-chief of the agreement. The junior party
timely filos its record together with a copy of the arbitration awerd and
# motion for judgment based on the award,

The motion would be denied. Under the provisions of 37 CFR
1.616, the examiner-in-chief would place both parties under an order
to show cause why judgment should not be rondered against them for
their failure to comply with 37 CFR 1.690(a), i.¢., failing to notify him
or her of their intent to arbitrate and file a copy of the arbitration
agreement,
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