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AF LS 122 Confidential status of gpplivations,

Applications for patews shatl be kept in contidence by the Pate
and "Trademadk OMMice wd no inforation concerning the xmne given
WIthOU authority o1 the appheant oF OWner nRISS HeCessmy o ey
out the provisions of sy At of Congreas ot i sich speciat clcum
stances ax may be deterinined by the Commissioner,

INUNC 20N Convealment, remowd,or mutilation generally.

@) Whoever willfutly and widaw iy conceals, removes, mati-
lates, nhliterates, OF dosvoys, or attempis todo 80, or, with intent to do
0 takes wud carties away any record, proveading, map, book, paper,

document, orothee thing, filed ordeposited with any elevk ovolficerof

any conrt of the United States, or i any public ofive, or with any
mdicial or public officer ol the United States, shall be finsd not wore
than $2,000 or inprisoned not more than thiee years, or both,

(bY Whoover, haviing the castody of any such record, procesding,
map, book, document, papeg, or othey thing, witliully s unlaw tutly
coneeals, removes, mutilates, obliterates, falsifios, or destroys the
same, shatl be fined notmore than $2,000 o impusoned not more than
throe years, or bothy and shall tortea his oftice aud e disqualitied teom
holding any oflice under the Lhiited States,

SPOER LI Patent gpplication preserved in secrecy.

(Y BExeeptas provided i § LT pending patent applications me
proserved i secteey, Noointormation: will be given by the Otfice
rexpecting the filing by any particalae peeson of an application toe a
patenty the pendency of any particndar case betore (@, or the subjset
nuter ot any patticnlne apphivation, nor will secess e given o or
copies fuenished of iy pending application or parers relating therely,
without wiitten anthority in that pavticatae application from the appli-
cantor his assignes ot atoney or agent of reeord, unless the apphication
has Beett identifiod by sevial namber ina published paeat docwent or
the Hiited Stares of Anevica has oo indicated as a Dosipnated State
i a published international application, in wineh case stats infooma
ton sueh as whother s pemding, abadoned o patentad may
supplicd, or wnlesy i xhall be necessay o the proper comduct off
business betore the (~IRIee o as provided by this part, Whewe an
apphication has been patented, the patent tumber and issue day may
also e supplied,

LR

Forcign Filing<

L NN N ]

Al Patent and Teadenark Office cmployees are legally ab-
Tigated (o preserve peivhing applications for pateats i confi-
dence, 33 SO 122 and IR ULS.CL 2071 dmpose statutory
vequirciients which cover the haandling of patent applications
and rekted documments, Suspension, reiovai, wd even ceiminm
penatiies wmay b imposed for viofations of these statutes.

T order t provide prompt amd orderly service to the public,
application files must be readily available to anthovized Patent
and Teademark Oftice ciployees at all times, Accardingly, in
carrying or teansporting applivations and selated papers, e
must be exervised by Patent and Trademark Office cmployees,
expecially incorridors and elevators, o s that applications
nd velated papers are always nmder enployee sueveilimee and
control, Apphication tiles mnst not be displayed orhandled soas
1o perit perusal or spection by any aanthovized member of
the public,

huterottice nail nmst be sent i appropriate cuvelogees,

No part ot any application ov papes rekuted thewto should e
veprodueed or copied except tor official purposes,

No patent application gy related docoment may be removed
from the premises occupicd by the Patent and Texdemark
Offive, except for handling sx reguived by the issue process,
untess specitivally authorized by the Connissioner, Il such
authovization i given, the cployee having custady will be
tesponsible for maintaining contidentiality and otherwise con-
toning with the requiteinents of ki,

Applications must not be placed in desk drawers or other
focations where they might be casily overlooked or are wot
visible o authorized parsonnel,

Wheneveranapplication isvemoved tow theoperating area
having castody of he tile, a chagge on the PALRM system must
be properly and promptly wede,

Papers wriving within the groups st be propeetly uad
prouptly placed within the appropriate tiles, W papers are
received with Bty identitications, this should be corvected at
anee, T papees e eeeived at a destination foe which they ae
not intended due to fralty identitication or vouting, appropriaie
corrective action should bo taken st once o nsare the prompt
receipt thereot at the intended destination. See >MPEP< §§
SOR.01 and SO8.03,

Al Patent and Trademaek Oftice canployees should tear in
mind at atl ties the eritical importanee of insnring the conti-
dentinlity and accessibility of patent application files and ro-
lated documents, and in addition 1o e specitic procedures
reterred 1o above, shonhd ke alt appropriate action to that ead,

Lxaminers, classitiors and other Patent and Trademark
Otfico cmployees who assist public searchers by outlining orine
dicating a ticld of search, shoald also bear in mind the critical
wnportanee of nsaving the contidentiatity of information e~
vealed by aseucher when reguesting ficld of soarch assistance,
See DMPEPC § 7000, Sutatory roquirenments and curbs re-
panding the use of intormation obtained by ancmplayee through
Govermment cmployment e imposed by 15 US.CLESQ) and
18 USG90,
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102 MANUAL OF PATENT EXAMINING PROCEDURE

Examiners, while holding interviews with attorneys aind ap-
phicints, should e carelul to prevent exposures of tiles and
drinvings of other applicants.

Extreme cure should be taken to prevent inadvertent disclo-
sure of the filing date or serial monber ol any application filed
by amother party, This applies notonly o Oftice actions but also
to notes (ustally in pencil) in the tile wrapper.

A numberof lithographic and deafting tirms in the Washing -
ton, D.C. arca file bonds each year with the Patent and Traude-
mark Office for the privilege of temporarily withdrawing cer-
taindvawings from the Otfice inorder that dranwings may becor-
rected or copies prepared for toreign filing,

Patent and Trademark Ofice employees are authorized to
release drawings o representatives of these firms provided
they: (1) Have an unexpired identitication card, (2) Present an
arder signed by o party of record in the application, amul (1)
Leave areecipt which can be filed as a charge card,

Normally, drawings will be returned within three days. Any
drawings which have not been returned within five days or
which are returned in dimnaged condition should be reported
immediately to the Office of Publications (857-3794).

102 Information as to Status of an Application
[R-9]

Sttus information of an application means only the folic.
ing information;

1. that the application is abandoned, or

2. that the application is pending, or

3. that the application was issued as a patent and the patent
aumber, issue date and classification of such patent,

PATENTED

I an application on which statuy information is requested
has matured intoa patent, the fact that the application is patented
and the patent number, issue date and classitication relative to
the application may he given 1o anyone.

PENDING OR ABANDONID, NO REFERENCE

I an application is in pending or abandoned status and has
not been referred o by number and date in a United States or
foreign patentor printed application, status information indicat-
ing only that the application is pending or abandoned may be
given onty to Patent and Trademuk Office employees and
parties of record such as:

(@) The applicant.

(b) The attorney or agent of record in the application,

() The assignee of record in the Patent and ‘Trademark
Oflice.

{1 Anyone who has and furnishes written anthority from a,
b, or e,
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REFERENCED APPLICATION

Han application has been reterred to by number and date in
a United States or foreign patent or *>published< application,
stitus information may be givento Patent and Trademark Office
employees and to anyone who furnishes the Patent and Trade-
mark Office with a written request citing the application in
question hy scrial number and date of filing. The source docu-
ment (@ United States or foreign patent or *>published< appli-
cation) must be ideatified inthe written reguest by the country,
number and date of such patent or application,

REFERENCED APPLICATION, SOURCE DOCUMENT
NOT PRESENTED

I o written regquest for status information is presented
without a copy of the source document, Patent and ‘Trademark
Office cmployeeswill chieck tosee that the source documentand
the application in question are properly identified and that the
sonree dociment refers to the application in gquestion before
supplying the status information, Reguests for infornution not
accompanicd with a copy of the source document may require
the Office o obtain a copy of the source document for verifica-
tion before status information can be supplicd. This may result
in some delay betore the desired status information can be
forwardad to the requester.

* SREFERENCED< APPLICATION, SOURCE
DOCUMENT PRESENTED

I acopy of the source document is presented, the Oftice will
verify that the United States application in question is cited
therein, Afterchecking, status information may be immediately
given et the source document copy may be returned to the
requester, In either case, at the time the status information is
supplied, the person supplying the statns information marks the
request “lnformation tumished”, the date and his or her name.
The requestis then placed in the file wrapper or forwarded to the
appropriate area (group art unit, abandoned files, etc.) for
inclusion in the tile wrapper as part of the official record of the
application. The applicant is not consultedd. See >MPEP< §
203.08

STATUS LOCATION INFORMATION FOR OFFICE
PERSONNEL

When it is desired to determine the current iocation or status
of an application, office personnel should use their PALM ter-
minal,

However, inasmuch as all 60 scries applications prior to
714,000are notcurrently in the PALM system, Office personnel
requesting statusocation information on those applications do-
termined not to e in the PALM system will be requested to
contact the Record Services Branch at §§7-3181 where the
numerical index records of the above mentioned applications
are maintined. '
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103 Right of Public to Inspect Patent Files and
Some Application Files [R-9)

37 CER 111 Files open o the public.

() After a patont qu beeit issued >0t a statutory invention
registration has been pul-mhe\k. the specification, drawings, and all
papers relating to the case in the file of the patent >or statory
invention registration< are open to inspection by the * public, and
copies may be obtained upon paying the foe therefor, ** See §2.27 for
radewark files,

(b) Allreissue applications» <* all applications in which the Ottice
has aceepted a request filed **>t0 open the complete application o
inspection by the public<, and related papers in the application file, are
apen Lo inspection by the * public, and copies may be *>turnished<
upon paying the feo therefor, The iiling of reissuo applications will be
announced inthe Official Gazette, The announcement shall inchude at
least the filing date, reissne application and original patent numbers,

title, class and subelass, name of the inventor, name of the owner of

recond, name of the attormey or agent of record, il examining group
10 which the reissue application is assigned.

() Al requests for reexamination for which the fee wder § 1,20()
has been paid, will be announced in the Official Gazette. Any reexami-
nations at the initiative of’ the Commissioner pursuant to § 1,520 will
also bo unnounced in the Official Gazette. The announcement shall
include at least the date of the request, it any, the reexamination request
control number or the Commissioner initiated order control number,

patent nuber, title, class and subclass, name of the inventor, name of

the patent owner of recond, wul the examining group to which the reex:
amination is assigned.

(1) All papers or copies thereof relating to a reexamination pro-
ceeding which have been entered of record in the patent or reexamina:
tion file are open 1o inspection by the general public, and copics may
be fumished upon paying the feo therefor,

>() The file of any imarference involving a patent, a stanory
nvention registration, or an application on which a patent issued or
whici hns been published as a statitory invention registrstion, is open
t inspection by the public, and copios may bo obtainad upon paying the
feo therefor, it (1) the interference has terminated, or (2) an uward of
priority or jicdgiient has been entered as to all parties and all connts.<

>Petitions for Accesse

37 CFR 1.14 Patent applications preserved in secrecy,
LR N ]

(¢) Any reqquest by a menmber of the public secking accuess o, or
copies of, any pending or abandoned application preserved in socrecy
pursuant 1o paragraphs (1) anc (b) of this section, or of any papers
relating thereto, must (1) be in the form of a potition and be accompa-
nied by the petition fee set forth in § 1.17¢1) or (2) includo written
anthority granting access to the member of the public in tiat particular
application from the applicant or the applicant’s assignes or attorney or
agent of record. >See § 1.612(a) for access by an imerference party w0
a pending or abandoned application,

i (@) amended hune 23, 1988, $3 FR 23734, offective Sept. 12,
1988«

>Patent Claims 35 U.S.C. 120 Benefite

Whenever apatent relies upon the filing dute of an carlier but
still pending application, the public is entitled to see the portion

100 -3

of the earlier application that relates to the common subyject
matter, and also what prosecution, if any, was had in the carlier
application of subject aatter claimed in the patont, *>Any<
interested party may file a petition, accompanicd by the petition
fee, to the Commissioner for access to *>an< application. **
Inasmuch as the Post Office address is necessary for the com-
plete identification of the petitioner, it should always he in-
cluded complete with the ZIP Code number.

The petition may be filed either with proot of service of a
copy upon the applicant, owner or attorney of record, if known,
in the application to which access is sought, or may be fited in
duplicate, in which case the duplicate copy is sent by the
*>Special Program Examiner< to the applicant, attorney or
owner of the application, who is given = limited period **>such
as three weeks< within which tostate any objection he may have
to the granting of the petition. If no objection is mised, the
petition is approved by the *»>Special Program Examiner<, If
there is no ohjection the petitioner is permitted to see the entire
parent application, Otherwise, the petitioner is allowed to order
acopy of only that portion of the parent application that relates
to the common subject matter. A separate petition should be
filed for cach application to which access is desired, or sufticient
extracopics provided so there sy be one for placement in cach
application file, if the petition be granted, and one for service
upon cach attorney of record, if the applicant has difterent
attorneysin hisapplications, Each petition should show notonly
why access is desired, but also why petitioner believes he >or
she< is entitled to aceess.

>Application at Board of Patent Appeals and Interferences<

The *>Board of Patent Appeals and Interferences< also
handles all petitions for access to applications involved in an
interference or having an interference background >, see 37
CI'R 1.612<

>Published Documents<

It adetensive publication, an abstract or an abbreviature has
been published, the entire application is available to the public
for inspection and obtaining copies, see >MPEP< § 711.06.

REISSUE APPLICATIONS

37 CEFR 1.11(b) opens alt reissue applications filed after
March 1, 1977 to inspection by the general public, »37 CFR<*
L.11(b) also provides for announcement of the filings of reissue
applications in the Official Gazette. This announcement will
give interested members of the public an opportunity 1o submit
to the examiner information pertinent to patentability of the
rcissue application,

>37CER<* 1.11(b) isapplicable only to those reissuc appli-
cations fited on or after March 1, 1977, Those reissue applica-
tions previously on file will not be automatically open 0
inspection but a liberal policy will be followed by the **>Spe-
cial Program Examiner< in gmmmg petitions for access to such
applications,
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For those reissue applications filed on or after March 1,
1977, the following procedure will be observed:

(D) The filing of reissue applications will be announced in
the OFFICTIAL GAZETTE and will inchude certain identifying
data as specified in >37 CFR< 1.11(b). Any member of the
general public may request aceess to a particular reissue appli-
cationfiled atter March 1, 1977, Since no record of such reguest
is intended to be kept, an oral request will suftice. Inthe Record
Room only the regular application charge card need be com-
pleted and submitted. The charge card will not be made part of
a pending or abandoned reissue application,

(2) The >pending< reissue application files will be main-
tained in the examining groups and inspection thereof will be
supervised by group personnel. Although no general limit is
placed on the amount of time spent reviewing the files, the
Office may impose limitaions, if necessary, ¢.g., where the
application is actively being processed,

(3) Where the reissue application has left the examining
group for administrative processing, requests for aceess should
be directed to the appropriate supervisory personnel in the
division or branch where the apptication is currently located.

(4) Requests for copies of papers in the reissue application
file must be in writing addressed to the Commissioner of Patents
and Trademarks, Washington, D.C, 20231 and may be cither
mailedordelivered to the Qffice mail room, The price foracopy
of an application as filed is § >9.00<**, or *>50< cents a page
for portions of the application file. Since no useful purpose is
seen for retaining such written request for copices of papers in
reissuc applications, they should be destroyed after the order has
been completed.

REQUEST FOR REEXAMINATION

All requests for reexamination and related patent files are
available to the public. An announcement of the filing of cach
reguest in which the entire fee has been paid and of cach
reexamination ordercd at the initintive of the Commissioner
under >37 CFR< 1.520 will be published in the Ofticial Gazette.
Procedures for access and obtaining copies are the same as those
for reissue applications indicated above, Sce also >MPEP< §
2232,

I7CER 114, Patens applications preserved in secrecy.
[N N ]

(b) Except as provided in § 1.11(h) sbandoued applications ave
likewise not open to public inspection, except tat i an application
referred to ina ULS. patent, or in an application »in< which ** »>the
applicants has filed an nuthorization to open the complete application
to the publice, is abandoned and is available, it may be inspected or
capies obtained by any person on written request, without notice to the
applicant.

LI R

(D) Any decision of the Bourd of >Patent< Appeals **>and< Inter-
ferences, o1 sy decision of the Commissioner on petition, not other-
wise open to public inspection shall be published or made available “or
public inspection if: (1) The Commissioner belicves the decision
involves an interpretation of patent laws or regulations that woulkl be
of mportant precedent value; and (2) the applicam, or any party
involved in the interference, does not, within iwo months after being
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notified of the intention to make the decision public, object in writing
on the groand that the decision discloses a trade secret or other
confidential information, if a decision discloses such information, the
applicant ot party shall identify the deletions inthe lexvol the decision
considered necessary o protect the information. 10t is considered the
entire decision must be withheld from the public to protect such
information, the applicant or party must explain why. Applicanis or
parties will be given time, not less than twenty days, 10 request
reconsideration and seck court review before any portions of decisions
are nude public over their objection, See § 2.27 for rademark applica

tions.
LI N

>37 CIR<* 1,14(d) makes explicit the copditions under
which signiticant decisions of the Patent and Trademark Oftice
will he made available to the public, and includes reference to
decisions of the Board of Patent >Appeals and< luterferences
>and< ** the Commiissioner.

The section is applicable to decisions deemed by the Com-
missioner (o involve an interpretation of patent laws or regula-
tions that would be of significant precedent value, where such
decisions are contamed in cither pending or abandoned applica-
tioas or in interference files not otherwise open to the public. It
isapplicable whether or not the decision is a final decision of the

Yatent and Trademark Oftice. -

>37 CEFR<* 1.14(d) is considered to place a duty on the
Patent and Trademark Office to identify significant decisions
and to take the steps necessaey o inform the public of such
decisions, by publication of sitch decisions, in whole or in part.
It is anticipated, however, that no more than a few dozen
decisions per year will be deemed of sufficient importance to
warrant publication under the authority of this section.

37 CER 1.14(b) allows public inspection of abandoned ap-
plications referred to in defensive publications,

Access to abandoned patent applications forming a part of o
*>File Wrapper< Continuation >FWC< apphcation is gov-
emed by 37 CFR L 14(b)**, >Further, under 37 CFR 1.62(D
where access is granted to such an abandoned application,
access may also be granted to the FWC application

37 CFR 115 Requests for identifiable records.

(0) Requests Tor reconds not diselosed to the public as pait of the
regular informational wetivity of the Patent und Trademuark Otfice and
which are not otherwise dealt with in these rules in this part may be
miade by completing Form €D-234, “Application to Inspect Depit-
ment Records,” and subaitting this form, in person or by mail, to the
Conuissioner of Matents and Tradennarks, Washington, D.C. 20231, A
nonrefundable application fee of $2must accompany cach application.
Copies of Form CD-244 are available in the Central Reference and
Records Inspection Facility, Room 2122, Department of Commerce
Ruilding, Washington, D.C. 20230, the search room of the Patent
Retference Branch of the Patent and Trnclemark Office, the search room
of the Trademark Exnmining Operation, and in many public informa-
tion offices and fiekl offices of the Departme  of Comnieree. If the
requested record i identifiable, the request w o e reviewad by the
appropriate official authorized 10 make an initial ¢ termination of the
availability of the record. If it is determined that the material is not to
bemade availableto the requesting person, said person shall be notified
in writing o that fact and the reasons why the record will not be
disclosed. If the record is 1o be made available, inspection will be
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permitted in the appropriate Patent and Trademark Oftice seasch coom.
Fees lor copies of records and for searches and related services are
payable in wecordance with the schedule of fees and charges estab
lishod in § 4.8 of Tide 15, Code of Federal Regulavons.

(b) Any porson whose application to inspect a record has heen
refused may request a reconsideration of the initial denial by comptet-
ing and submitting the appropriate section of the Form C1- 244, The
request for reconsideration should e mde within 30 days of the date
ol the original denial, In submitting such request the party shoald
include any written argument he desires to support his belief that the
record requested should be made availuble, No personal appearance,
oral argument, or hearing shall be permitted. The decision upon such
reyuest shall be made by the Commissioner of Patents ad Trademaks,
and shall be based upon the original request, the denial, and any written
argument submitted by (he person secking aceoss to the recornd, The
decision upon revisw shall be promptly made in writing and commu-
nicated to the person secking access, 18 the decision is wholly or patly
in fuvor of availability, the requested recond to such extent shall be
made available for inspection as described in paragraph (a) of this
section. To the extent that the decision is wdverse to the request, the
reasons for the denial shall be stated. A decision npon review com
ploted as provided herein shall constitute the final decision and uction
of the Patent and Trademark Office as to the avaitability of a requested
record, oxcepi as may be required by court proceedings initiated
pursuant 1o § US.C. 552(u)(3). Reconsiderations resulting in final
ducisions as prescribed herein shall be indexed mud made avaitable in
the soarch room of the Putent Reference Branch,

(¢) Procedures applicable in the avent of w subpoena, order, or other
compulsory procoss or detnand of a court or other asuthority shall he
those set forth in Section 7 of Depurument Order 64 (32 F.R. 9734, July
4, 1967,

ACCESSIBILITY OF NON-FINAL DISCOVERY
OPINIONS AND ORDERS ISSUED BY THE BOARD
OF PATENT >APPEALS AND< INTERFERENCES

A number of inquiries have been received from the patent
bar and other interested persons relating to discovery practice
>ininterferences<™* before the Board of Patent > Appeals and<
Interferences. The inquiries indicate a ned for making avail-
able to the public non-final Board opinions, including concur-
ring and dissenting opinions, as well as orders, made in the
adjudication of discovery matters before the Board, While non-
finad opinions need not be made available to the public [SU.S.C.
552(a)(2)], in order o satisty the need, copics of non-final
opinions issued by the Board will be kept in afile in the Scrvice
Branch of the Board in the U.S. Patent and Trademark Office
(Crystal Gateway 2, 1225 Jefterson Davis Highway, Room
10CO1, Arlington, Virginia). Opinions in the file may be re-
vicwed by the public during normal business hours (8:30 A M.
10 5:00 P.M.). Copies of opinions may be made by the public on
reproducing equipment in the Service Branch at a cost of $0.20
per page or copies may be ordered atacost of $0.50 per page (37
CFR 1.21(g) and 37 CFR L 19()(5)].

In view of the provisions of 3§ U.S.C. 122 and 37 CIFR
1.11(@), aconsent will be obtained by the Office from all parties
in an interference hefore an opinion issued in conne tion with
the interference is placed in the file if the interference file is not
otherwise available to the public. Preliminary indications are
that the parties and their counsel generally consent.
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lnorder toobtnn optimum dissemination of the infarmation
contained in the tile, apinions placed therein will be indexed
according to specilic topics, Capies of the index wall be updated
from time to time as the need occurs, Specific questions relating
to the index and ile may e directed to the Patent Interference
LExaminers.

The initial index is as follows:

INDEX

1.00 Discovery in general |37 CFR § *>1.673<]

1.10 Reguests and service under >37 CER 1.673<*

1.20 Requests nnder »37 CER 1687 (h)<*

1.3 Motions for additional discovery wider »>37 CFR LR (¢ *
I Related 1o derivation
2 Related o abandotument, suppression, and concealinent
3 Reluted to inequitable conduct
4 Other
1.40 Motions under >37 CFR 1.673(c)<*
1.50 Action under >37 CFR Lolog®
1.60 Agreements under >37 CER 168 7(d)<*

1.3
1.3
1.3
1.3

104 Power to Inspect Application [R-9]

No person but the applicant (any one of joint applicants),
applicant’s legal representative, the assignee whose assignment
is *>ol< record, or the attoraey, agent or associate attorney of
record will be permitted to have access to the fite of any pending
application, except as provided for under 37 CEFR LTI(D) or
under the imerference rules, unless written authority from one
of the above indicated parties, identifying the application to he
inspected and the name of the person authorized 1o have access,
is made of record, or upon the written order of the Commis-
sioner, which will also become a part of the record of the case.

Approval by the primary examiner of a power to inspect is
not required. The clerk of the group to which the application is
assigned ascertains that the power is properly signed by one ol
the above indicated parties, and if aceeptable, enters ininto the
file. If the power to inspect is unaceeptable, notification of non-
entry is written by the clerk to the person who signed the power,

When a power to anspect is received while a file isunder the
Jurisdiction of a service branch, such as the Customer Services
Division, the Service Branch of the Board of >Patent< Appeals
>and laterferences<, and the Patent Issue Division, the question
of permission o inspect is decided by the head of the branch
who, if he or she approves, indicates the approval directly on the
power.

A “power to inspect™ iy, in effect, the same as a “power to
inspect and make copies.”

Where an applicant relicd upon his >or her< application as
ameans to interfere with a competitor’s business or customers,
permission to inspect the application may be given the competi-
tor by the Commissioner. (Ex Parte Bonnie-B Co. Inc., 1923
C.D. 42; 313 0.G. 453.) >Such permission is via petition for
access under 37 CFR 1.14(¢).<

An unrestricted power to inspect given by an applicant is,
under existing practice, recognized as good until and unless
rescinded. The same is true in the case of one given by the
attorney or assignee so fong as such attorney or assignee retains
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his »or her< connection with the application,

Permission to inspect given by the Commissioner, however,
is not of a continuing nature, since the conditions that justificd
the permit 1o inspect when given may not obtain at a later date,

ACCESS TO PATENT APPLICATTION AND
INTERFERENCE FILES

ln order to insure that access to patent applications, other
than reissue applications fited after March 1, 1977, and interfer-
cnce files is given only to persons who are entitled thereto or
who are specially authorized to have aceess under 37 CER 1L 14
and 1o insure also that the file record identifies any such
spectally authorized person who has been givenacvess to a file,
the following practice will be observed by all personnet of the
Patent and and “Trademark Office:

1. Access, as provided Tor in the Rutes of Practice, will be
given on oral Fequest O any applicant, patentee, assighee, or
attorney or agent of record in an application or patent onty upon
proofofidentity or upon eecogaition based oa peesonal acquain-
tanee.

2. Where a power of attorney or authorization of agent was
piven to a registered firm prior 1o July 2, 1971, access will be
givenupon oral request as in paragraph 1above toany registered
nietnber or employee of the firm who has signatory power for
the firm.

3. Uneegistered employees of attorneys or agents, public ste-
nographers, and all other persons aot within the provisions of
paragraphs 1 and 2 above will be given access only upon
presentation of a written authorization for aceesy signed by a
person speciticd in paragraph 1above, which anthorization will
he entered as a part of the otficial file,

105 Disbarred Attorney Cannot Inspect

Patent and Trademark Office employees are forbidden to
hold cither oral or written communication with an attomey who
has been suspeaded or exeluded trom practice regarding an ap-
plication unless ithe one in which said attorney is the applicant,
Power toinspect given to such an attorney will not be accepted.

106 Control of Inspection by Assignee [R-9]

The assignee of the entire interest in an application may
mtervene in the prosecution ol the case, appointing an attormey
ol his »>or her< own choice. (See 37 CER 1.32) Such interven-
tion, however, does notexclude the applicant from aceess to the
apphication to see that it is being prosecuted properly, unless the
assignee makes specific request to that eftect. Even when such
request is made, the applicant may be permitted to inspect the
case on sufficient showing why such inspection is necessary o
conserve his »or her< vights, Inre The Kellogg Switeiiboard &
Supply Company, 1906 C.1, 274,

106.01 Rights of Assignee of Part Interest

While it is only the assignee of the entire interest who can
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intervene in the prosecution of an applicaiion or interfevence to
the exclusion of the applicant, an assignee of a part tnterest o a
licensee of exclusive nght is entitled o inspect the application.

110 Confidential Nature of the International
Application [R-9]

PCT Article 30 Confidential Nature of tiw International Application.

(1) Subject 1o the provisions of subparagraph (), the lnterna-
tional Burcan and the Intermational Searching Authorities shalt not
allow access by any personor authority to the intemational application
before the intemational publication of that application, unless re-
quested or authorized by the applicant,

(1) The provisions of subparagraph (a) shall not apply to any
transitittal o the competent futernational Searching Authority, to
transmittals provided for under Article 13, and 10 commwunications
provided for under Article 20,

(2)(a) No national Otfice shallallow access to the intemational ap-
phication by third parties, untess reguested or authornzed by the apph-
cang, before the earliest of the following dates:

(1) date of the international publication of e international
application,

(i) date of the receipt of the communication of the international
application under Article 20,

(1) date of the teceipt of a copy of the international application
under Atticle 22

(M) The provisions of subparagraph (a) shall not prevent any
nationat Oltice fronvinforining thivd parties that ithas beendesignated,
or from publishing that fact. Such information or publication may,
however, contain only the tollowing data: identification of the receiv.
ing Otfice, nwme of the applicant, international filing date, intema.
tional application manber, and title of the invention,

(©) The provisions of subparagraph (a) shatl not prevent any des-
ipnated Office from allowing access to the international application for
the pugposes of the judicial authorities.

(3) The provisions of paragraph (2)(@) shall apply o any receiving
Office except as far as transnuttals provided tor under Article 12(D) are
concerned.

1) For the purposes of this Article, the enm “access™ covers any
means by which third parties may acguire cognizance, including
individual conmunication and general publication, provided, how-
ever, that no national Office shall generally publish an international
application or its translation before the intemational publication or, if
international publication has not taken place by the expiration off 20
months trom the priority date, before the expiration of 20 months from
the said priority date.

IS UNCO 368, Secrecy of certair, inventions, filing international
applications in foreign countries.

(1) International applications filed in the Patent »and Trademark<
Oftice shall be subject 1o the prorisions of chapter 17 of this title.

(M) I accordmmee with article 27(8) of the treaty, the filing of an
internationatapplication macountry other than the United States on the
invention made in this country shall be considered to constitute the
fiting of an application in & loreign country within the meanmg of
chapter 17 of this title, whether or not the United States is designated
in that international application,

@) 10 a license o Gle g foreign country ix refused or i an
international application s ordered o be kept secret and a permit
refised, the Patent =and Trademark< Office when acting as & Receiv-
ing Otfice><* International Scarching Authority, or >Intemational
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Preliminary Exanuning Anthoritys, may not disvlose the contents of
such application to anyone not anthorized 1o recvive such disclosure,

37 CPR 1 14¢a) relating to awcess o intermational applica-
tiony is tonnd in >MPEP< § 101,

Althonghmostinternational applicationsare published soon
after the expirtion of 18 months tfrom the priority date, PCT
Article 21(D@), such publication does not open ap the Home
Copy or Search Copy to the public tor inspection,

>115 Review of Applications for National
Security and Property Rights Issues |R-9]

Sevreey Orders

37 CER S0 Defense inspection of certain applications.

() The provisions of this partshatt apply to both national and inter-
antional applications filed inthe Patent and Trademark Office and, with
rospoet to inventions made in the United States, to upplications filed in
any foreign conntry or any international authority other thun the United
States Receiving Oftice. The (1) filing of a national or an international
application in a foreign conntry or with an interational anthority other
than the United States Receiving Office, or () transmittal of an
nternational applicationto a foreign agency or an intermational anthor-
ity other than the United States Receiving Office is considered to be a
foreign filing within the meaning ot Chapter 17 of Title 35, United
States Code,

() In accordance with the provisions of 35 ULS.CL 181, patent ap
plications containing subject matter the disclosuea of which might be
detrimental to the national security are made available for inspection by
defense agencies as specitied in said section. Only applications obvi-
ously relating to national security, and applications within tickds
indicated 0 the Patent and Trademark Office by the defense agencies
as 5o related, are made available. The inspection will be made only e
responsible representatives anthorized by the ageney to reviow appli-
eations, Suchrepresentatives are roquired to sign adated acknowtedge:
ment of uecess accepting the condition that information obtained trom
the inspection will o used for no purpose other than the administration
of IS ULS.CLIRL-I8R. Copies of applications imay be made available to
such reprosentatives for inspection ontside the Patent and Trademark
Office nnder conditions assuring that the confidentiality of the appli-
cations will be maintained, including the conditions that: (1) all copies
will o retumed 10 the Pateat and Trademuark Otfice promptly it no
secrecy order iy imposed, or upon rescission of such ordor if one is
imposed, and (D no additional copies will be made by the defeuse
agencies, A record of the retmoval and retum of copies made available
for dofense inspection will bo maintained by the Patont and Trademark
Olfice. Applications relating Lo atomic energy are tmade available to the
Departnent of Erergy as specified v § 114 of this chapter,

Allapplications filed in the Patent and Trademark Otfice are
sereened for subject matter the disclosure of which might
ipact the national security based on information provided by
the Armed Scrvices Patent Advisory Board (ASPAR), the
Department of Energy (POE), and the National Acronautics
andd Space Administration (NASA). Such applicaicons are re-
ferred to the appropriate agencies. Authority for this eferral can
be found in 38 UL.S.C, IR1 which provides, i part:

Whenever the publication or disclosure of an invention by the
pranting of a patent, in which the Government does not have aproperty
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interest, might, in the opinion of the Camnussioner, be detnmental to
the national security, he shall make the application for patent in which
such invention is disclosed avalable for inspechon to the At
Energy Commission, the Secretary of Defense, and the chief officer of
any other departiment or agency of the Govermment designated by the
President as a defense agency of the United States,

It the agency concludes that disclosure of the invention
would be detrimental to the national security, the Commissioner
is notificd. The Commissioner then issues a Secrecy Order and
withholds the grant of a patent for such period as the national
IMCTCSt Tequires,

For those applications in which the Government has a prop-
erty interest, responsibility tor notifying the Commissioner ot
the need for a Secrecy Order resides with the agency having that
interest,

A sccond purpose for the screening of all applications is to
identity inventions ir which DOE or NASA might have prop-
ety rights, See 42 US.C. 2182 and 42 U.S.C. 2457 and MPEP
§ 150,

A third function of the sereening procedure is 0 process
torcign filing hicense petitionsunder 37 CER §.12(a). Sce MPEP
§ 140,

Some applications have a tabel (Form PTO-1308) on the
upper right hand corner of the face of the file wrapper. An
allowance may not be counted for these applications it the
“"REV™ on the label iy circled. This indicates that the review
process has not been completed. These cases must first be
torwarded to Licensing & Review. Cases in which only “"DOE"
and/or “NASA™ is circled should be counted for allowance and
the notice of altowance mailed before being sentto Licensing &
Review for processing under the Atomic Energy and Space Acts
for property rights interests,

While the initial sereening is performed only by designated
personnel, all examiners have a responsibitity to be alert ior
obviously sensitive subject matter either in the original disclo-
sure or 8 equently introduced, for example by amendment,
Such applications should be forwarded to Licensing & Review.
ltwoutd be helptutitthe examiner would identity the signiticant
subject matter such as by a check mark in the margin of the
paper.<

>120 SECRECY ORDERS [R-9]

37 CER 82 Secrecy orde:

{#) When notified by 110 chief officer of a Jdefense agoncy that
publication or disclosure of the invention by the granting of a patent
would be dotrimental to the national security, an order that the inven-
lion he kept secret will bo issued by the Conmissioner of Patets and
Trademarks,

(b) The secrecy order is directod 10 the applicant, his successors,
any and all assignees, aud their logal representatives; hereinafter des.
ignated as principals,

() A copy of the secrecy order will be forwardoed to each principal
of record in the application and will be accompaniod by a receipt,
identifying the padticular principal, to be signed and retumed.

(1) The secrecy onder is directed o the subjoct matter of the appli-
cation, Where any other application in which a secrecy arder has not
been issned discloses a significant part of the subject matter of the ap-
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plication under secracy order, the other application and the common
subject matter should be called to the attention of the Patent anl
Trademurk Office. Such a notice may inclide any material such as
would be urged in a petition to rescind secreey orders on either of the
applications,

STCFR S8 Prosecution of application under secreey orders; with
holding patent,

Unless specifically ordered otherwise, action on the application by
the Office and prosecution by the applicant will proceed during the time
an application is under socrecy onder to the point indicated i this
section:

() National applications wader secrecy order which come to a tinal
rejection must be appealed or otherwiso prosecuted o avoid abandon.
ment. Appeals i such cases must be completed by the applicant bt
unless otherwise speaifically ordered by the Comuissioner will not be
set for hearing natil the secrecy order is removad.

() A interference will not b dectared involving national appli-
cations wkler seereey onder, However, if an applicant whose applica:
tion ~Nis< under seereey order **soeks o provoke an interforence
withs an issued patent, & notice of that fact will be placed in the file
wrapper of the patent, (See § >1.607(<).

() When the national application is found to bo i condition for
allowance except for the seerecy onder the applicant and the ageney
which caused the secrecy order to baissued wilk be notified, This notice
(which is not a notice of allowance under § 1,311 of this chapter) does
not require response by the applicant and places the national applica
tion i a condition of suspension until the seerecy order is removed,
When the secreey ondor is removed the Patont and Trademark Otfico
will issue a notice of allowance undor § £.311 of this chapter, or take
such other action as may then he warranted,

() International wpplications under secrecy order will not by
mailed, delivered or otherwise transmitted to the international awthori-
tiesor the applicant, International applications wndor secrecy order will
be processed up 1o the point where, if it were not for the seerecy order,
record and search copies wonlkd bo transmitted to the intemational
awthorities or the applicant,

[ § () amended, Juno 23, 1988, §3 FR 23736, effective Sept. 12,
1988

37 CEFR SN Petition for rescission of yecrecy order,

() A petition for rescission o removal of a secrecy order may be
filed by, or on behalf of, any principal affected therehy. Snch petition
nay be i letter form, and it must be induplicate. The petition st be
accotnpanticd by one copy of the application or an order for the same,
unless u showing is made that such & copy has already beon furnishod
to the department or ageney which caused the secreey order to be
issued,

(1) The petition must recite any and all facts that parport to rendwy
the order inoffectual or futile il this is the basis of the petition, When
prior publications or patents are alleged the petitton st give complete
data as to such publications or patents and shouhd be accompanied by
vopies thereol,

() The petition must identify any contract between the Govem:
went and any of the principals, wader which the subject wmatter ol the
application or any signiticant pat theveol was doveloped, oo which
the sulbyeet muatter is otherwise related. I there is wo such contract, the
Pelition must so state,

(D Unless based apon facts of public record, the petition must be
vetified,
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J2CFRSS Permut 1o disclose or madificabon of secrocy order.

(&) Consent to disclosure, or to the Giting of an application abroad,
as provided in 35 U.S.COIR2, shalk be mads by a “pormit™ or “modifs-
cation” of the secrecy onder,

(M Petitions tor a pernit or maditication must futly weite the
reason of purpose {or the proposed disclosure, Where any proposed
discloseo s known o be cleared by a defonse agoney o receive
classifiod infomation, adegquate explanation ol such clearance should
be mado in the petition including the name of the agency or departinent
pranting the cloarance and the date and degree thereof, The petition
must be filed in duplicate and be aecompamied by one caopy of the
application or an order for the smme, unless ashowing is made that such
acopy has already been furmished to the departient or agency which
cansed the secrecy onder o be issuad,

() Ina petition for modification of w secrecey onder to pemit filing
abroad, all countries in which it is proposed o file must be made
Knowa, as well as all attorneys, agents and others to whom the material
will be consigned prior to being lodged i the toreign patentoftice. The
petition shonld include o statenment vouching for the loyaliy and
integrity of the proposed disclosees amd where their clearanee statas in
thix or the foreign comntry iy known all details should be given,

() Consent to the disclosure of subjectmatter fromone apphication
wnder secrecy order may be deemed to be consent to the diselosure of
common subject matter i othor applications under seereey order so
long a8 not taken out ol context in a manner disclosing material beyotd
the madilication granted in the first application,

(¢) The peamit or madification may contain conditions and limita-
tions,

37 CFR 8.6 General and group permits.

(a) Organizations requiring consent for disclosure of applications
uiider secrecy ondet to persons or organizations in connection with
repeated toutine operationmay petition for such consent in the form off
agoneral pernut, To be suecessful such petitions must ordinarily recite
the security clearance status of the diseloses as suflicien® for the lighest
classification of material that nay bo involved,

(1) Where identicad diselosees and cireumstancoes are ‘nvolved, sud
consent s desired for the disclosure of each of a specific list of
applications, the petitions may he joined.

I7CFR 8.7 Compensati:m.

Any request for componsation as provided in 38 ULS.CL W8 must
not be made to the Patent and Trademark Otfice but shonkd be made
directly to the deprrtment or agency which cansed the secreey order to
boissued, Upon written request persons having a tight to such informa-
ton will be informed as to the department or agoney which cansed the
SeCrecy order 1o bo issued,

S2CFR S8 Appeal 1o Sevretary,

Appeal to the Seeretary of Commerce, as provided by 3§ U.S.C.
181, from a secrecy order cannot be taken untit afler a petition lor
rescission of the secrecy vrder has beet made and donied. Appeal must
o taken within &0 days from the dite ol the dental, and the party
appealing, as welt as the depattinent or ageney’ which caused the order
0 bo issued will e notitied of the time and place ol hearing, The appeal
will be heard and decided by the Seeretary or such ofticer or officers as
e wntay desigtiate.

Three types of Secrecy Orders, cach ol a ditferent scope, are
ixsucd an toltows:

1) Secrecy Onder and Permiit for Foreign Filing in Certain
Clountriey - o be used (or those patent apphications that contain

8
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technical data whose export is controlled by the gmdelines
contaied it DOD Directive 230,28 dated November b, 1984
which reviews export control wider 10 US.CL1OC) and the
Militarily Critical Teclmology List (MCT1).

N Scerecy Order and Permit tor Diselosing Classified Intor-
mation - to be used for those patent applications which contain
technical data that is properly classifiable under o security
guideline where the patentapplicationowner has acurrent DOD
Sceurity Agreement, DD Form 441, whick sequives protection
of classified technical data as prescribed in the ndnstrial Secu-
rity Manual (1ISM),

) Scereey Owder - to be used tor those patent applicitions
that contain teehnical data properly classifiable nnder asecurity
puideline where the patent application owner does not have
DOD Secwrity Agrecent,

The firstSecieey Order is intended to pennit the widest utili-
zation of the technieal data in the patent application while still
controlling any publication or disclosure which would result in
anunlawtul exportation. This type of Secrecy Onder is hased on
the applicable export controls in ¢ither the Conunadity Control
List (CCLY or the Munitions Lists of the Inteenational ‘Tratfic in
Arms Regulation (ITAR), and idewtifies the countries where
corresponding patent applications may be filed, Countries with
which the United States has reciprocal security agreenients are:
Australia, Relginm, Canada, Dennuk, France, Federal Repub-
lic of Germany, Greeee, laly, Japan, Luxembourg, Nether-
Lands, Novway, Portugal, Spain, Sweden, Tarkey and the United
Kingdont, Please note that applications camtiot be fited dieectly
with the Buropean Patent Otfice since no reciprocal security
arreement with this organization exists. Applications must be
filed in the individuad EPO member countries identitied above,

The wteat o the second Secrecy Ouder is to treat classificd
wechnical data presented as a patent application in the same
manner as any other classificd material,. Accordingly, this
Seerecy Order will include a notification of the classitication
fevel of the technical data in the application.

The thivd type ot Seerecy Ovder isused where the other types

of Ovders do notapply, inctuding Ovders issued by direction of
agencies other than the Depactiment of Detense,
The Secrecy Orders apply to the subjectmatter of the invention,
not just to the patent application selt. Thus, the Seerecy Onder
restricty disclosure or publication of the invention in any torm.
Furthermore, other patent applications alveady  tiled or Laer
tiled which contain any significant part ot the subject matter of
the applicationalso fall within the scope of the Ocder aad shod
be rouglt to the attention of Licensing & Review it such
applications are not aleeady wder Secrecy Order by the Com-
NISSIONeT,

The etfects ofa Secrecy Orderare detaded i the notitfving
letterand include vestrictions oncdisclosuee of the invention and
delay of any patent grant antil the Ovder s rescinded.

When the Secrecy Onder issues, the faw specities that the
subject matter or any aaterial information relevant o the
apphvation, ncluding wnpublished detals of the mvention,
shaitpotbe published or disclosed o any person notaware of the
wventionpnor o the date of the Order, nchding any cnmployee
ol the principals exceptas pemmtted by the Secreey Ovder, Vhe
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law also requires that all mfomution mateial o the subject
nter of the application be inkeptineontidence, unless written
pemussion o disclose is first obtiuned trom the Commissioner
of Patents and Tradenirks except as provided by the Seeneey
Onder,

When applicants desire to change the Power of Attomey in
anapplication under Secrecy Order, the name, date of bicthand
Social Security number ot the new attorney(s) should be -
cluded in the change notice so that Licensing and Review nay
conduet the-accessary secwnty clearance checks.

Applicants should also ensure that the correspondence
address (37 CER 133 of any application under Secrecy Onder
represents alocation suitable tor the receipt of security informa-
tion,

It the Secreey Order is applicd to an internationad applica-
tion, the application will not be forwarded to the Interaational
Rurcan as long as the Scereey Order remains in etfect, I the
Scereey Order renins ineftectat the end of the e imitnuder
PCT Rule 22,3 he intesmational application will be considered
withdrawn @abandoned) because the Record Copy of the inter-
national application was not reccived i time by the nteroa-
tional Bureau (37 CER §.3¢d), PCT Adticle 12Q), and PCT Rule
220, 1 the United States of America has been designited,
however, it is possible to save the ULS, Gling date, by tulfilling
the requirements of 35 ULS.CL 371 prior to the withdrawal,

Subject matter under Scereey Order nnst be sateguarded
uder conditions that will provide adequate protection
prevent access by manthorized peesons,

Applicants may petition for rescissionor maditicationof the
Seerecy Order, For example, i the applicant betieves that
certnuexisting tacts orcircumstanees would rewder the Seerecy
Ovder inettectual, e orshe may intormatly contact the sponsor-
ing ageney to discuss these facts o formadly petition the
Comnussioner 1o rescind the Order. The applicant may also
petition the Comnussioner tor a perit o diselose the invention
to another or o modify the Secrecy Order stating fully the
reason or parpose for diselosure ormoditication, An example of
such asiwtion wounld e arequest to file the application in a
forcigi - cnmtry, The reguirements for petitions gre described in
37 CER 5.4 and 5.5, The Taw also provides that if an appeal is
necessiry, ity be tken to the Secretary of Commeree wider
the provision of 37 CER 5.8, Ay petition or appeal should be
addressed to the Conmuissioner of Patents and Trademarks,
Attention: Licensing and Review, Washington, D.C, 20231,

It, prior o or after the issuance of the Seerecy Ouder, any
sipniticant part of the subject matter or material information
relevant to the application has been or s reveaded o any U8,
citizen the United States, the principals nst prowmptly intorm
suchipersen of the Seerecy Order and the penalties tor improper
disclosure, I such part of the subject matter was or s disclosed
toany personina toreigncountry or forcign mational inthe ULS .
the principals mustnot inform suchperson of the Secreey Order,
but instead must prowptly tiosh o the Conunissioner of
Fatents and Tradenguks, Patent and Trademank Otlice, Atten-
tion: Licensing and Review, Washington, D.C. 20231 the (ol
Towing wnfonuation to the extent not alrcady tumished: date of
disclosure; mmne ad address ot the disclosee; wentification of
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st subyeet aatter; and any authorization by a ULS, govern-
mentageney wexport such subject matter. If the subject matter
woncluded inany foreign patent application or patent, this
should be identified,

A Secrecy Ordershoutd nothe construed in iny way tomean
that the Governmeng has adopted or contemiplates adoption of
the alleped invention disclosed inan application; nor is it any
wdwation of the value of such invention,

Under the provision of 35 US.C. 181, a Scerecy Order
remains i etfeet for a period of one year from its date of
issunee, A Secreey Order may be renewed for additional
periods of not trore than one year upon notice by a government
apeney that the national interest so requires, The applicant is
notilied of any such rencwal,

The expiration of or failure to renew a Secrecy Order Goes
not lessen in any way the responsibility of the principals tor the
security of the subject matier if it is subject to the provisions of
Executive Onder 12356 oF the Atomic Energy Act of 1954, as
amended, 42 ULS,.C, T4 et seq. and 42 US.C 2181 et seq. or
other applicable Taw unless the principals have been expressly
notitied that the subject patentapplication has been declassified
by the proper authorities and the security markings have been
authorized to be canceled or removed. <

>121 Handling of Applications and other Papers
Bearing Security Markings [R-9]

Under Executive Order for National Sccurity Information
(Executive Order 12356, 47 Federal Register, Number 66 page
LARTS etxeq., April 12, 1982) standards arc prescribed for the
marking, handling, and care of official information which
requires safeguarding in the interest of security.

apers marked as prescribed in the Exeeutive Order, and
showing that such marking is applicd by, or at the direction of,
A government agency, are accepted in patent applications. All
applications or papers in the Patent and Trademark Office
bearing words such as “Secret™ or “Confidential™ must be
prompity referred to Group 220 for clavification or security
neatment, Under no circumstances can any such application,
drawing, exhibit, or other paper be placed in public records,
suchas the patented tiles, until all security mankings have been
consdered and deckssitiod or otherwise expliined.

Authorized security markings may be placed on the patent
apphivation drawings when filed provided that such nuukings
are outside the illasteations and that they we removed when the
miaterial iy declassitied, 37 CER L84«

> 130 Examination of Secrecy Qrvder Cases
IR-9]

Allapplications in whichaSecrecy Order has been tmposed
are examined in Group 2200 1t the Order is imposed subsequent
o thie docketing of anapphication in another growp, the applic -
ton will be transterred o Group 220,

Svereey Order cases are examined for patentability as in
other cases, but tay not he passed toissues nor will an interfer-
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enice be declared where one or more of the contlicting cases is
classified orunder Secrecy Order. See MPEP § 2309.06. When
requested W do so, by examiners outside the Group 220,
examiners in Group 220 will conduct the interference searches
of those interference files containing briet cards from classiticd
or Secrecy Order cases,

In case of a final rejection, while such action must be
properly responded to, and an appeal, it filed, must be com-
pleted by the applicant to prevent abandonment, such appeal
will not be set for hearing by the Board of Patent Appeals and
lnterterence until the Seereey Order is reinoved, unless speciti-
cally ordered by the Commissioner.

When a Seerecy Order case is in condition for allowance, a
notice of atlowability (Form D-10) is issued, thus closing the
prosceution. Any amendments received thercafter are not en-
tered or responded o until such time as the Secrecy Order is
rescinded. At such time, amendments which are free from
objection will be entered; otherwise they are denied entry.,

Due totheadditional administrative burdens associated with
handling papersin Secrecy Order cases, the full statutory period
for response will ordinarily be set for all Office actions issucd
on such cases.

Sometimes applications bearing security markings but no
Sccrecy Order come up for examination. In this case, the
examiner should require the applicant to seck imposition of a
Secrecy Order or authority to cancel the markings. This should
preferably be done with the first action and, in any eveat, prior
to final disposition of the application.<

>140 Forceign Filing Licenses [R-Y)

35 US.C. 184, Filing of application in foreign country

Except when authorized by a license obtained from the Commis-
stoner a person shall not file or cause or authonize to be liled in any
foreign country prior 10 six months after filing in the United States an
application for patentor for the registration of a utility model, industaal
design, or model in respect of an invention made in this conntry, A
license shall not be granted with respect 1o an invention subject to an
order issued by the Commissioner pursuant to section 181 of this title
without the concurrence of the head of the deparuments and the chief
ofticers of the agencies who caused the order to be issued. The license
may be granted retroactively where an application has been * filed
abroad >through error and without deceptive intent< and the applica-
tion does not disclose an invention within the scope of section 181 of
this title,

The term “application™ when used in this chapter inelades applica-
tions and any modifications, amendments, or supplements thereto, or
divisions thereot.

>The scope of 2 license shall penit subsequent modifications,
ametdments, and supplements containing additional subject matier if
the application upon which the request for the license is based is not,
or was not, required to be made available for inspection under section
181 of this title and if such modifications, amendments, and supple-
ments do not change the general nature of the invention in a manner
which would irquire such application w be made available for inspec-
tonunder such section E81, Inany case in which a license is not, or was
nol, required in order W file an application in any forcign country, such
subsequent moditications, amendments, and supplements may be
made, without a license, 10 the application filed in the foreign coumtry
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il the United States application was not required o be made available
for inspection wnder section 181 and af such modifications, amend.
ments, and supplentents do not, or did not, chiange the general nsture of
the invention in a manner which would require the United States
application to have been made available for inspection under such
section 181.«

| Amended by Public Law 100-418, August 23, 1988]

IS UNCUISS Patent barred for filing without license
Nuotwithstanding any other provisions of law any person, and his
SUCCESSOrS, assigns, or legalrepresentatives, shall not receive a United
States patent for an invention if that person, or his SUCCessors, assigns,
or legal representatives shall, without procuring the license preseribed
i section 184 of this title, have made, or consented to or assisted
another' s making, applicationin a foreign country tor apatent or for the
registration of a utility model, wdustrial design, or mudel invespect of
the invention. A United States patent issued to such a person, his
suceessors, assigns, or legal representatives shall be invalid, unless the
failure toprocure such license was through error and withoutdeceptive
intent, and the patent does notdiselose subject matter within the scope
of this title,
[Amended by Public Law 100418, August 23, 1988

IS USC 180 Penalty

Whoaever, during the period or periods of time an invention has
beenordered o bekeptseeret and the grantol a patent thereon withhekl
pursuant w section 181 of this title, shall, with kaowledge of such order
and without due authorization, willtully publish or disclose or author.
iz¢ or cause to be published or disclosed the invention, or material
inforation with respect thereto, or whoever witlfully, in violation of
the provisions of section 84 of this title, shall file ot cause or authorize
to be filed inany country anapplication for patent or for the registration
of u utility model, indusinal design, or model in respect of any
invention made in the United States, shall, upon conviction, be tined
notmore than $10,000 or inprisonest for not more than two years, or
both,

[Amended by Public Law 100418, August 23, 1988)

The amendments made to 35 U.S.CL 184, 185 and 186 by
Public Law 100-3118 apply to all United States patents granted
before, on, or after August 23, 1988, to all applications for
United States patents pewcing o or Hiled after August 23, TOSS,
and o all licenses under 35-U.8.C. 184 geanted betore, on, or
after August 23, 1988

More specifically, paragraphs (¢) and () of section 9101 of
Public Law 100-318 read as follows;

"Sec, 9101 INCREASED EFFECTIVENESS OF PATENT LAW
R

(¢) REGULATIONS.-- The Commissioner of Patents and Trade-
marks all preseribe such regulations as may be necessary to implement
the amendments made by this section,

() EFFECTIVE DATE. - (1) Subject 10 paragraphs (2), (3), and
() of this subsection, the amendments made by this section shall apply
to ol United States patents granted Defore, on, o afier the date of
enactiment of this section, o all applications tor United States patents
pending on or filed after such date of enactment, and te all lcenses
under section 183 granted before, on, or after the date of evactment of
this section,

() The amendments made by this seetion shatl not affect any tinal
decision made by aconrt or the Patent and Trademark Office belore the
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date of enactment of this section with respect to a patent or application
for patent, if no appeal from such decision is pending and the time for
filing an appeal has expired.

(3) No United States patent granted before the date of enactment of
this section shall abridge or affect the right of any person or his
successors in business whomade, purchased, orused, prior to such date
of enactment, anything protected by the patent, to continue the use of,
orsell to others to beused or sold, the specific thing so made, purchased,
orused, if the patent claims were invalid or otherwise unenforceable on
a ground obviated by this section and the person made, purchased, or
used the specific thing in reasonable reliance on such invalidity or
unenforeeability. I a person reasonably relied on such invalidity or
unenforecability, the court before which such matter is in question may
provide for the continued manufacture, use, or sale of the thing made,
purchased, or used as specified, or for the manufacture, use, or sale of
which substantial preparation was made before the date of enactment
of this section, and itmay also provide for the continued practice of any
vrocess practiced, or for the practice of which substantial preparation
was made, prior to the date of enactment of this section, to the extent
and under such terins as the court deems equitable for the protection of
invesuments made or business commenced before such date of enact-
ment.

(1) The amendinents made by this section shall not affect the right
of any party in any case pending in court on the date of engactinent of this
section to have its vights or lhabilities --

(A) under any patent before the court, or

(B) under any patent granted after such date of enactment
which is related to the patent before the court by deriving priority
rights under section 120 0r 121 of title 35, United States Code, from

a patent or an application for patent common to both patents,
determined on the basis of the substantive law in effect before the date
of enactiment of this section.”

[Editor's note: The date of enactiment of Public Law 100-418 was
August 23, 1988.]

IS US.C. 187 Nonapplicability to certain persons

The prohibitions and penalties of this chapter shall not apply to any
officer or agent of the United States acting within the scope of his
authority, nor to any person acting upon his written instructions or
penuission,

IS USC. U188 Rules and regulations, delegation of power

The Atomic Energy Commission, the Secretary of a defense de-
partment, the chief officer of any department or agency of the Govern.
ment designated by the President as a defense agency of the United
States, and the Secretary of Commerce, may separately issue rules and
regulations to enable the respective department or agency to carry out
the provisions of this chapter, and may delegate any power conferred
by this chapter.

37CFR 5.11 License for filing in a<foreign country >an application
on an invention made in the United States< or for transmitting
>an<international application.

(a) A license from the Commissioner of Patents and Trademarks
under 35 U.S.C. 184 isrequired before filing any application for patent
or for the registration of a utility model, industrial design, or mode}, in
aforeign patentoffice or any foreign patent agency or any intemational
agency other than the United States Receiving Office if:

(1) An application on the invention has been on the file in the
United States less than six months prior to the sate on which the
application is to be filed, or
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(2) Noapplication >on the invention has been filed< in the United
States,

(b) The iicense from the Commissioner of Patents and Trademarks
referred to in paragraph (a) would also authorize the exportof technical
data abroad for purposes related for purposes related to the preparation,
filing or possible filing and prosecution of a forcign patent application
without separately complying with the regulations contained in 22
CER Parts 121 - 130 (International Traffic in Arms Regulations of the
Department of State), 15 CFR Part 379 (Regulations of the Office of
Lxport Administration, Intemnational Trade Adnunistration, Depart-
ment of Commerce) and 10 CFR Part 810 (Foreign Atomic Energy
Programs of the Department of Encrgy).

(¢) Where technical data in the form of a patent application, or in
any form, i being exported for purposes related to the preparation,
filing or possible filing and prosecution of a foreign patent application,
without the license from the Commissioner of Patents and Trademarks
referred to in paragraphs (a) or (b) of this section, or on an invention not
made in the United States, the export regulations contained in 22 CFR
Parts 121 - 130 (International Traffic in Arms Regulations of the
Department of State), 15 CFR Part 379 (Regulations of the Office of
Export Adntinistration, lnternational Trade Administration, Depart-
ment of Commerce) and 10 CFR Part 810 (Foreign Atomic Energy
Programs of the Departnent of Energy) must be complied with unless
ativense is not required because a United States application was onlile
atthe time of the export for at least six months without a secrecy order
under § 5.2 being placed thereon. The term “exported™ means export as
it is defined in 22 CFR Parts 121 - 130, 15 CFR Part 379 and 10 CFR
Part 810.(d) If a secrecy order has been issued under § 5.2, an
application cannot be exported to, or filed in, a foreign country
(including an international agency in a foreign country), except in
accordance with § 5.5,

(¢) No license pursuant to paragraph (a) of this section is required
if:

(1) The invention was not made in the United States, or

(2) The United States application is not subject to a secrecy order
under § 5.2, and was filed at least six months prior to the date on which
the application is filed in a foreign country,

(D) A license pursuant to paragraph (a) of this section can be
revoked at any time upon writicn notification by the Patent and
Trademark Office. An authorization to file a foreign patent application
resulting from the passage of six months from the date of filing of a
United States patent application may be revoked by the imposition of
a secrecy order.

37 CFR 5.12 Petition for license.

(@) Filing of an application for patent for inventions made in the
United States will be considered to include a petition for license under
35 U.S.C. 184 for the subject matter of the application. The filing
receipt will indicate if a license is granted. If the initial antomatic
petition is not granted, a subsequent petition may be filed under
paragraph (b) of this section,

(b) Petitions for license should be presented inletter from and must
include the required fee (§ 1.17(h)), if expedited handling of the
petitionis also sought, the petitioner's address, and full instructions for
delivery of the requested license when it is to be delivered to other than
the petitioner.

37 CEFR 5.13 Petition for license, no corresponding application.

If no corresponding national or international application has been
filed in the United States, the petition for license under § 5.12(b) must
be accompanied by the required fee (§ 1.17(h)), if expedited handling
is also songht, and a legible copy of the material upon which license is
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desired. This copy will be retained as a measure of the license granted.
For assistance in the identification of the subject matter of each license
so issued, it is suggested that the petition be submitted in duplicatc and
provide atitle and other description of the matenal. The duplicate copy
of the petition will be returned with the license or other action on the
petition.

37 CFR 5.14 Petition for license; corresponding U.S. application.

(a) Where there is a corresponding United States application on
file, a petition for license under § 5.12(b) must include the required fee
(§ 1.17¢h)), if expedited handling of the petition is also sought and must
identify this application by serial number, filing date, inventor, and
title, but a copy of the material upon which the license is desired is not
required. The subject matter ticensed will be measured by the disclo-
sure of the United States application. Where the title is not descriptive,
and the subject matter is clearly of no interest from a sccurity stand-
point, time may be saved by a short statement in the petition as to the
nature of the invention.

(b) Two or more United States applications should not be referred
to in the same petition for license unless they are to be combined in the
foreign or international application, in which event the petition should
so state and the identification of cach United States application should
be in separate paragraphs.

(¢) Where the application to be filed or exported abroad contains
matter not disclosed in the United States application or applications,
including the case where the combining of two or more United States
applications introduces subject matter not disclosed in any of them, a
copy of the application as it is to be filed in the foreign country or
international application which is to be transmitted to a forcign inter-

“national or national agency for filing in the Receiving Office, must be

furnished with the petition. If, however, all new matter in the foreign
or intemnational application to be filed is readily identifiable, the new
matter may be submitted in detail and the remainder by reference to the
pertinent United States application or applications.

37 CFR5.15 Scope of license.

(a) Grant of a license under § 5.12(a) authorizes the export and to
filing of an application in a foreign country or the transmiitting of an
international application to any foreign patent agency or international
patent agency when the subject matter of the foreign or international
application cormresponds to that of the domestic application. This
license includes authority

(V) Toexportand file all duplicate and formal papers to the foreign
country or international agencies;

(2) To make amendments, modifications and supplements, in-
cluding divisions, changes or supporting matter consisting of the illus-
tration, exemplification, comparison, or explanation of subject matter
disclosed in the application;

(3) To take any action in the prosecution of the foreign or
international application; and

(4)To add subject matter or take any action under paragraphs
(a)(1) through (3) of this section which does not change the general
nature of the subject matter disclosed at the time of filing, unless the
subject matter added involves technical data pertaining to;

(1) Defense services or articles designated in the United States
Munitions List applicable at the time of foreign {iling, the unlicensed
exportationof which is prohibited pursuant to the Arms Export Control
Act, as amended, and 22 CFR Parts 121 through 130; or

(ii) Restricted Data, sensitive technology or technology useful in
the production or utilization of special nuclear or atomic energy, the
dissemination of which is subject to restrictions of the Atomic Energy
Act of 1954, as amended, and the Nuclear Non-Proliferation Act of
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1978, as implemented by the regulations for Unclassified Activities in
Foreign Atomic Energy Programs, 10 CFR Part 810, in effect at the
time of foreign filing,

(M)Grantof license under § 5.12(b) authorizes the exportand filing
of an application in a foreign country or the transmitting of an interna-
tional application to any forcign patent agency or international patent
agency. Further this license includes authority to forward all duplicate
and formal papers to the foreign patent agency or international patent
agencey and to make amendments, modifications or supplements to and
take any action in the prosecution of the foreign or international
application, provided subject matter additional to that covered by the
license is nor involved.

(¢) A license granted under § 5.1(b) pursuant to § 5.13 or § 5.14
shall have the scope indicated in paragraph (a) of this section, if itis so
specified in the license. A petition, accompanied by the required fee (§
1.17(h)), may also be filed o change a license having the scope
indicated in paragraph (b) of this section to a license having the scope
indicated in paragraph (a) of this scction. The change in the scope of a
license will be as of the date of the grant of the change in scope.

(d) In those cases in which no license is required to file the foreign
application or transmit the international application, no license is
required to {ile papers in connection with the prosecution of the foreign
or international application not involving the disclosure of additional
subject matter.

(¢) Any paper filed abroad or transmitted to an international patent
agency following the filing of a foreign or international application
which changes the general nature of the subject matter disclosed at the
time of filing or which involves the disclosure of subject matter listed
in paragraphs (a)(4)(i) or (ii) of this section must be separately licensed
in the same manner as a foreign or intemational application. Further, if
no license has been granted under § 5.12(a) onfiling the corresponding
United States application, any paper filed abroad or with an interna-
tional patent agency which involves the disclosure of additional
subject matter must be licensed in the same manner as a foreign or
international application.

(f) Licenses separately granted in connection with two or more
United States applications may be exercised by combining or dividing
the disclosures, as desired, provided:

(1) Subjectmatter which changes the general nature of the subject
matter disclosed at the time of filing or which involves subject matter
listedt in paragraphs (a){4) () or (i) of this sectionis not introduced and,
(2) In the case where at least one of the licenses was obtained under §
5.2(b), additional subject matter is not introduced.

(g) A license does aot apply to acts done before the license was
granted. See § 5.25 for petitions for retroactive licenses.<

37CFR 5.16 Effect of secrecy order.

Any license obtained under 35 U.S.C. 184 is incffective if the
subjectmatter is under asecrecy order, and a secrecy order prohibits the
exercise of or any further action under the license unless separately
specifically authorized by a modification of the secrecy order in
accordance with § 5.5.

37 CFR 5.17 Who may use license.

Licenses may be used by anyone interested in the export, foreign
fiting, or international transmittal for or on behalf of the inventor or the
inventor's assigns.

37 CFR 5.18 Arms, ammunition, and implements of war.
() The exportation of technical data relating to arms, ammunition,
ant implements of war generally is subject 0 the International Traffic
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in Anms Regulations of the Department of State (22 CFR Pants 121-
128); the articles designated as arms, ammunition, and implements of
war are enumerated in the U.S. Munitions List, 22 CFR 121.01.
However, if a patent applicant complies with regulations issued by the
Commissioner of Patents and Trademarks under 35 US.C. 184, no
separate approval from the Department of State is required unless the
applicant secks to export technical data exceeding that used to support
a patent application in aforcign conntry. This exemption from Depart-
ment of State regulations is applicable regardless of whether a hicense
from the Commissioner is required by the provisions of §§ 5.11 and
5.15 (22 CFR 125.04(b), 125.2((b)).

(b) When a patent application containing subjectmatter on the Mu-
nitions List (22 CFR 121.01) is subject to a secrecy order under § 5.2
and a petition is made under § 5.55.5 for a modification of the secrecy
order to permit filing abroad, a separate request to the Department of
State for anthority to export classified information is not required (22
CFR 125.05(d)).

37 CFR 5.19 Export of technica! data.

(a) Under regulations (15 CFR 370.10(;)) cstablished by the U.S.
Department of Commerce, Intemational Trade Administration, Office
of Export Administration, a validated export license is not required in
any case to file a patent application or pant thereof in a foreign country
if the foreign filing is in accordance with the regulations (37 CFR 5.11-
5.23) of the Patent and Trademark Office.

(b) A validated export license is not required for data contained in
apatentapplication prepared wholly from foreign-origin technical data
where such application is being sent to the foreign inventor to be
executed and returned to the United States for subsequent filing in the
U.S. Patent and Trademark Office (15 CFR 379.3(¢)).

(c) Inquinies conceming the export control regulations for the
foreign filing of technical data other than patent applications shoukl be
made to the Office of Export Administration, International Trade Ad-
ministration, Department of Commerce, Washington, D.C. 20230,

37 CFR 5.20 Export of technical data relating to sensitive nuclear
technology.

(a) Under regulations (10 CFR 810.7) established by the United
States Department of Energy, an application filed in accordance with
the regutations (37 CFR 5.11 through 5.33) of the United States Patent
and Trademark Office and cligible for foreign filing under 35 U.S.C,
184, is considered to be information available to the public in published
form and a generally authorized activity for the purposes of the
Department of Energy regulations.

(b) Inquiries concerning the export of sensitive nuclear technology
other than related to the filing or prosecution of a foreign patent
application should be made to the Attention: Secretary, United States
Department of Energy, Office of International Security Affairs, Wash-
ington, D.C, 20858.

37 CFR 5.25 Petition for retroactive license
(a) A petition of retroactive license under 35 U.S.C. 184 shall be
presented in accordance with § 5.13 or § 5.14, and shal! include:
(1) A listing of the foreign countries in which the patent applica-
tion material was filed,
(2) The dates on which the material was filed,
(3) A verified statement containing:

(i) An averment that the subject matter in question was notunder
asccrecy order at the time it was filed abroad, and that itis not currently
under a secrecy order,

(i) A showing that the license has been diligently sought after
discovery of the proscribed foreign filing, and
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(1) An explanation of why the material was madvertently Diled
abroad without the required heense wider § 501 first having een
obtined, amd

() The required fee (8 117,

The above explanation must include a showing of facts rather than
amere allegation of inadvertence. The showing of fuets should include
stitements by those persons having personal knowledge of the acts
regarding filing in a foreign country and should be accompanied by
copies of mny necessary supporting documents such as letters of
transmittal or instructions for filing. The ncts which are alleged w0
constitute inadvertence should cover the period from the time of filing
until actual filing of the petition under this section,

(bY If a petition for a retroactive license is denied, a time period of
not less than thirty days shall be set, during which the petition may be
renewed. Failure 1o renew the petition within the set time period will
resultin a final denial of the petition. A final denial of a petition stands
unless apetition is filed under § 1181 within two months of the date of
the denial. If the petition for a retroactive license is denied with respect
to the invention of a pending application and no petition under § 1181
has been filed, a final rejection of the application under 35 US.C. 185
will be made

(¢) The granting of a retroactive license does not excuse any
viol:tion of the export regulations contained in 22 CFFR Parts 121
through 130 (International Traffic in Anns Regulations of the Depart
ment of State), 15 CFR Part 379 (Regulations of Office of Export
Administration, Intemational ‘Trade Administration, Department of
Commeree) and 10 CER Part 810 (Foreign Atomic Bnergy rograms

of the Department of Energy) which may have occurred because of

failure to abtain an appropriate license prior to export,

GENERAL

37 CER S.31 Effect of modification, rescission or license.

Any consent, rescission or license under the provisions of this part
does not lessen the responsibilities of the principals in respect to any
Government contract or the regnirements of any other Government
ageney.

S7CFRS.32 Papers in English ianguagy.

All papers submitted in connection with petitions must be in the
Lnglish language, or be accompanied by an English translation and a
translitor’s certificate as to the true, faithful and exact character of the
transiaion, ‘

37 CFR S.33 Correspondence.

All correspondence in connection with this pat, including peti-
tions, should be addressed to "Commissioner of Patents and Trade.
marks (Attention Licensing and Review), Washington, D.C. 20231."

I the interests of national security, the United States gov-
crnment imposes restrictions on the export of technical informa-
tion. These restrictions arc administered by the Departments of
Comnierce, State, and/or Linergy depending on the subject
matter involved, For the fiting of patent applications in foreign
countries, the authority for exportcontrol has been delegated to
the Commissioner of Patents and Trademarks,

There are two ways in which permission to file a pent i -
phication abroad may be obtained: cither a petition for a foreign
filing license may be granted (37 CER 5.12) oranapplicant may
wait six months after tiling a patent application in the PTO (35
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LLS.CLB) an whach tme a license on that subject matter ts no
longer required as long as no Secrecy Order has been imposed
BTCER S 1eX)).

There are several means by which a foreign filing license
may be issued. First, every ULS. origin application filed in the
PTO is considered to include an implicit petition for a foreign
filing license. The grant of a license is not immediate or even
insured. If the application is not marked by the security screen-
ers, the petition is granted. This is indicated to the applicant by
the presence on the filing receipt of the phirase “Forcign Filing
License Granted” and a date, The license becomes effective on
the dite shown, Further, grant of this license is made of record
in the application file by means of a similar notation on the file
jacketofthe application below the “Foreign/PCT Applications™
data. The scope of this license is quite broad as set forth in 37
CIFR 5.15(a).

Lxplicit petitions for foreign filing licenses will also be ac-
cepted in accordance with 37 CER 5.12(h). Applicants may be
interested insuchpetitions incases (1) in which the filing receipt
license is not granted or (2) in which the filing receipt has not yet
been issued (37 CEFR 5.14¢) or (b)) or (3) in which there is no
corresponding ULS. application (37 CEFR 5.13) or (4) in which
subject matter additional to that already licensed is sought to be
licensed (37 CER S.14(c) and 5.15(¢)) or (5) in which expedited
handling is requested. The scope of any license granted on these
petitions is indicated on the License. I applicants desire expe-
dited processing (turn around time of theee business days or fess
(starting with the date of receipt of the petition in Licensing and
Review) or if the petition covers subject matter corresponding,
toa ULS. application in which the filing receipt has not yet been
issucd) afecischarged (See 37 CER L17(h)). There isno fee for
other petitions under 37 CER 5.12(b).

Petitions under 37 CFR 5.14(a) or (b) as well as any license
grantedon the petitionare given paper numbers and endorsed on
the file wrapper. Petitions under 37 CIFR S, 14(¢) are not ordinar-
ily made of record in the file.

Applicants granted a license under 37 CFR 5.12(b) having
the relatively narrow scope indicated in 37 CEFR 5,15(b) may
petitiomunder 37 CEFR S.15(¢) to convert the license to the broad
scope of 37 CIR 5.15(a). A fee is charged for such a petition
(Sec FTCER L ET(h)). Ifthe petition is granted, the change in the
scope of the license is effective as of that day,

Finaly, a retroactive license may be sought if an unlicensed
forcign filing has occurred through error and without deceptive
intent. However, the requirements of 37 CFR 5.25 minst be
tulfilled in order for such a petition o be granted. Note that
licenses under 37 CEFR 5.25 are only made retroactive with
respect o specific acts of foreign filing, and therefore the
countrics, the actual dates of filing and the establishing of the
nature of the error must be provided for cach act of proscribed
forcign filing for which aretroactive license is sought. Also, the
required verificd statement must be in oath or declaraticn form,

Upon written notification from the PTO, any forciga filing
license required by 37 CEFR 5.11() may be revoked. Qrdinarily,
revocation indicates that additional review of the licensed
subject matter revealed the need for reterral of the application to
the appropniate defense agencies. Revocation of a filing receipt

100 - 14




SECRECY, ACCESS, NATIONAL SECURITY AND FOREIGN FILING 151

license (37 CFR 5.12(a)) does not necessarily mean that a
petition under 37 CFR 5.12(b) for a license of narrower scope
will not be granted. ‘The revocation becomes effective on the
date on which the notice is mailed. Foreign filings which
occurred prior torevocation need not be abandoned orotherwise
specially treated; however, additional filings without a license
are not permitted unless six months have clapsed from the filing
of any corresponding U.S, application. Papers and other docu-
ments needed in support of prosecution of foreign applications
may be sent abroad if they comply with any pertinent export
regulations. Of course, if and once a Seereey Order isissued, the
restrictions thercof must immediately be observed.

Only the imposition of a Secrecy Order will cause revoca-
tion of the authority which arises from 35 U.S.C. 184 to file a
forcign patent application six months or later after the date of
filing of a corresponding U.S. patent application.

The penaltics for failing to obtain any necessary license to
file a patent application abroad are set forth in 35 U.S.C. 182,35
U.S.C. 185 and 35 U.S.C. 186 and include loss of patenting
rights in addition to possible finc or imprisonment.<

>150 Statemenis to DOE and NASA [R-9]

37 CFR 114 Patent applications preserved in secrecy
LI ]

(c) Applications for patents which disclose, or which appear to dis-
close, or which purpart to disclose, inventions or discoveries relaling
o atomic energy are reported to the Department of Energy, which
Department will be given access to such applications, but such report-
ing does not constitute a determination that the subject matter of each
application so reported is in fact useful or an invention or discovery or
that such application in fact discloses subject matter in categorics
specified by sections 151(c) and 151(d) of the Atomic Energy Act of
1954, 68 Stat, 919; 42 U.S.C. 2181(c¢) and {d).

R R

Title 42 United States Code, Section 2182 reads in part:

No patent for any invention or discovery, useful in the production
or utilization of special nuclear material or atomic energy, shall be
1ssued unless the applicant files with the application, or within thirty
days after request therefor by the Commissioner of Patents (unless the
Commission advises the Commissioner of Patents that its rights have
been determined and that accordingly no statement is necessary) a
statement under oath setting forth the full facts surrounding the making
orconception of the invention or discovery described in the application
and whether the invention or discovery was made or conceived in the
course of or under any contract, subcontract, or arrangement entered
into with or for the benefit of the Commission, regardless of whether
the contract, subcontract, or arrangement involved the expenditure of
funds by the Commission. The Commissioner of Patents shall as soon
as the application is otherwise in condition for allowance forward
copies of the application and the statement to the Commission.

Similarly, 42 U.S.C. 2457 provides in part:

(¢) Patent application. No patent may be issued 1o any applicant
other than the Administrator for any invention which appears to the
Commissioner of Patents to have significant utility in the conduct of
acronautical and space activities unless the applicant fites with the
Connuissioner, with the application or within thirty days after request
therefor by the Commissioner, a written statement executed under oath
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setling forth the full facts concerning the circumslances under which
eugh invention was made and stating the relationship (if any) of such
invention to the performance of any work under any contract of the
Administration. Copices of each stalement and application to which it
relates shall be transmitted forthwith by the Commissioner 1o the
Administrator.

Property rights statcments to DOE or NASA may be filed at
any time but should be updated if nccessary to accurately reflect
property rights at the time the application is allowed.

Shortly after filing, an informal request for a property rights
statement will be mailed to those applicants whose applications
have been marked by the sccurity screeners as being of interest
10 DOE orNASA. Whilc noformal time period is sct, a response
by applicants within 45 days will expedite processing. If the
statement submitted during this period is defective, another
letter is sent from Licensing and Review detailing the deficien-
ciesand giving applicant another opportunity to respond during
this period of informal correspondence,

If no response to the initial so called “45-Day Letter” is
reccived or if repeated cfforts to correct a defective statement
cvidence an absence of cooperation on the part of the applicant,
a formal request for a statement in accordance with the statutes
will be made. A 30 day statutory period for response is then sct.
There is no provision for an exiension of this time period. If no
proper and timely statement is received, the application will be
held abandoned and the applicant so notified. Such applications
may be revived under the provisions of 35 U.S.C. 137. In re
Rutan, 231 USPQ 864 (Commir. Pats. 1986).<

>151 Content of the Statement [R-9]

The law requires the statement to set forth “the full facts”
surrounding the conception and making of the invention. These
facts should include those which arc unique to that invention.
The use of form paragraphs or printed forms which setforthonly
broad gencralized statements of fact is not ordinarily regarded
as meeting the requirements of these statutes.

The word “applicant” in both of these statutes has been con-
strucd to mean the inventor or joint inventors in person. Accord-
ingly. in thc ordinary situation, the statements must be signed by
theinventororthe jointinventors, if available. This construction
isconsistent with the fact that no other person could normally be
more¢ knowledgeable of the “full facts concerning the circum-
stances under which such invention was made,” (45 U.S.C.
2457) or, “full facts surrounding the making orconception of the
invention or discovery” (45 U.S.C. 2182).

In instances where an applicant does not have firsthand
knowledge whether the invention involved work under any
contract, subcontract, or arrangement with or for the benefit of
the Atomic Energy Commission, or had any rclationship to any
work under any contract of the National Acronautics and Space
Administration, and includes in his statement information of
this nature derived from others, his statement shiould identify the
source of his information. Altersatively, the statement by the
applicant could be accompanied by a supplemental declaration
or oath, as to the contractual matters, by the assignee or other
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person, ¢.g., an employee thereol, who has the requisite knowl-
edge.

When an applicant is deccased or incompetent, or where it
is shown to the satisfaction of this Office that he or she refuses
tofurnish a statementor cannot be reached after diligent eftorts,
dectarations or statements under oath setting forth the informa-
tion regquired by the statutes may be accepted tfrom an officer or
cmployee of the assignee who has sufficient knowledge of the
facts. The offer of such substitute statements should be based on
the actual unavailability of or refusal by the applicant, rather
than mere inconvenience., Where it is shown that one of joint
inventors is deccased or unavailable, a statement by all of the
other inventor(s) may be accepted.

The following is an acceptable format for statements 1o DOE
or NASA assuming that no government funds or other consid-
crations wereinvolved inthe making or conception of the inven-
tion. It is important, however, that the information provided in
the statement be an accurate reflection of the fact situiation at the
time the statement is made. While the sample below is in the
form of a declaration, a sworn document is equally acceptable,

Note that the statement must be in the form of an oath or
declaration. Further note that the statementmust be signed by all
the inventors. See also the notice published in 914 O,G. 1 for
further information,

1(We) citizensol __residing
at declare: That I (we) made and conceived the
invention described and claimed in pateat application Serial Number
filed in the United States of Americaon

tided _____
(Check and complclc cnlhcr 1 or II. helow)
D L. (for Inventors Employed by an Organization)
That I (we) made and conceived this invention while employed by

That the invention is related to the work Tam (we are) emiployed to
perform and was made within the scope of my (our) employment
duties;

That the invention was made during working hours and with the use
of facilities, equipment, materials, funds, infonnation and services
of,

Other relevant facts are:
That to the best of my (our) knuwlu!;,c and belief b.lwd upon in
formation  provided by It |

QR
D 1. (For Self-Employed Inventors)

That I (we) made and conceived this invention on my (our) own
time using only my (our) own facilities, equipment, materials, funeds,
information and services.

Other relevant factsare _

That to the best of my (onr) knuwlc«lp_c uml hclu I

(Check NI and/or IV below as approprinte)

D 1. The invention or discovery was nobmade or concewvesd in the
cousse of, orinconnection with, or under the tenus of any contract, s h.
contract or arrangement entered into with or for the henetit of e
United States Atomic Energy Commission o its suceessors Energy
Research and Development Administration or the Department of

Encrgy.

Rev. 9, Sept. 1988 104 -

-~ ANIJOR -

1V. The invention was not made under nor is there any relationship
of the invention to the performance of any work under any contract of
the National Acronautics and Space Administration.

The undersigned inventor(s) declare(s) further that all statements
made herein of his or her (their) own knowledge are true and that ail
statements made on information and belief are believed to be true and
further that these statements were made with the knowledge that waliul
fulse statememts and the like so made are punishable by fine or
imprisonment, or both, under Section 1001 of Title 18 of the United
States Code and that such wilful false statements may jeopardize the
validity of the application or any patent issuing twreon,

tnventor’s Signature
Post Office Address_
Date ..

Inventor's Signature e
Post Office Address
Date

Inventor’s Signature
Post Office Address )
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