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2201 Introduction [R-7]

Statutory basis for citation of prior patents
or printed publications in patent files and re-
examination of patents became available on
July 1, 1981, as a result of new sections 301-307
of title 35 United States Code which were added

b3 by Public Law 96-517 enacted on December 12,
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1980. The rules of practice in patent cases relat-
ing to reexamination were promulgated on
April 30, 1981, at 46 Fed. Reg. 24179-94180 and
on May 29, 1981, at 46 Fed. Reg. 29176-29187,
The rules were also published in the Official
Gazette at 1007 O.G. 2-3 on June 2, 1981, and at
1007 O.G. 30-41 on June 23, 1981.

This Chapter is intended to be primarily a
guide for Patent and Trademark Office person-
nel on the processing of prior art citations and
reexamination requests. Secondarily, it is to also
serve as a guide on the formal requirements for
filing such documents in the Office,

The flow chart which follows shows the gen-
eral provisions of both the citation of prior art
and reexamination proceedings including ref-
erence to the pertinent rule sections.

- {
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SUMMARY OF REEXAMINATION PROVISIONS -
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2202 Citation of Prior Art  [R=7]

85 U.8.C. 801. Citation of prior art Any person at
any time may cite to the Office in writing prior art con-
sisting of patents or printed publications which that
person believes to have a bearing on the patentability
of any claim of a particular patent. If the person ex-
plaing in writing the pertinency and mannper of apply-
ing such prior art to at least one claim of the patent,
the citation of such prior art and the explanation there-
of will become a part of the official file of the patent.
At the written request of the person citing the prior
art, his or her identity will be excluded from the patent
file and kept confidential.

a7 OFR 1.501 Citation of prior ert in potent files (2)
At any time during the period of enforeeability of &
patent, any person may cite to the Patent and Trade-
mark Office in writing prior art consisting of patents
‘or printed publications which that person states to be
pertinent and applicable to the patent and believes to
have a bearing on the patentability of any claim of &
particular patent. If the citation is made by the patent
owner, the explanation bf pertinency and applicability
may include an explanation of how the clalms differ
from the prior art. Citations by the patent owner
under § 1,585 and by a reexamination requester under
either § 1.510 or § 1.535 will be entered in the patent
file during a reexsmination proceeding. The entry in
the patent file of citations submitted after the date of
an order to reexamine pursuznt to § 1.525 by persoms
other than the patent owner, or a4 reexamination re-
guester under elther § 1.510 or § 1.585, will be delayed
until the reexamination proceedings have been tfer-
minated.

(b} If the person making the eitation wishes his or
her identity to be excluded from the patent flle and
kept confidential, the eitation papers must be submitted
without eny identification of the person making the
gubmission.

(e) Citation of patents or printed publications by the
public in patent files should either (1) reflect that a
eopy of the same has been mailed to the patent owner
at the address as provided for in § 1.33(¢); or in the
event service 1s not possible (2) be filed with the Of-
flce in duplicate.

Prior art in the form of paients or printed
publications may be cited to the Patent and
Trademark Office for placement into the patent
files, Such citations may be made without pay-
ment of a fee. Citations of prior art may be made
separate from and without a request for reex-
amination. ,

The basic purpose for citing prior art in pat-
ent files is to inform the patent owner and the
public in general that such patents or printed
publications are in existence and should be con-
sidered when evaluating the validity of the

MANUAL OF PATENT EXAMINING PROCEDURE

ent file along with copies of the cited prior art -4-1(

will also insure consideration thereof during
any subsequent reissue or reexamination pro-
ceeding,

The citation of prior art provisions of 35
1.S.C. 301 and 87 CFR 1.501 do not apply to
citations or protests filed in pending applica-
tions.

2203 Persons Who May Cite Prior Art
[R-7]

The patent owner or any member of the pub-
lic may submit prior art citations of patents or
printed publications to the Patent and Trade-
mark Office. 35 T.S.C. 301 states that “Any per-
son at any time may cite to the Office . . . .”

“Any person” may be eorporate and govern-
mental entities as well as individuals.

If a person citing prior art desires his or her
identity to be kept confidential, such a person
need not identify himself or herself.,

“Any person” includes patentees, licensees, re-
examination requesters, real parties in interest,

ersons without a real interest and persons act-
ing for real parties in interest without a need to
identify the real party of interest.

The statute indicates that “at the written re-
quest of the person citing the prior art, his or
her identity will be excluded from the patent file
and kept confidential”. Although an attempt
will be made to exelude any such papers from
the public files, since the review will be mainly
clerical in nature, complete assurance of such
exclugion cannot be given. Persons citing art
who desire to remain confidential are therefore
advised to not identify themselves anywhere in
their papers. '

Confidential citations should include at least
an unsigned statement indicating that the pat-

ent owner has been sent a copy of the citation

papers. In the event that it is not possible to
serve a copy on the patent owner, a duplicate
copy should be filed with the Office.

Patent examiners should not place, or for-
ward for placement, in the patent file any cita-
tions of prior art. Patent examiners are charged
with the responsibility of making decisions as to
patentability for the Commissioner. Any activ-
ity by examiners which would appear to indi-
cate that patent claims are not patentable, out-
side of those cases pending before thern, is con-
sidered to be inappropriate,

2204 Time for Filing Prior Art Cita-
tions [R-7]

_Citations of prior art may be filed “at any
time™ under 35 U.8.C. 801. However, this period

has been defined by rule (§ 1.501(a)) to be “any ~=!
Rev. 7, July 1981 554 (
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> time during the period of enforceability of a

patent”. The period of enforceability iz the
length of the term of the patent (normally 17
years for a utility patent) plus the six years
under the statute of limitations for bringing an
infringement action. In addition, if litigation
is instituted within the period of the statute of
limitations, citations may be submitted after the
statute of limitations has expired, as long as the
patent is still enforceable against someone. Also,
while citations of prior art may be filed at any
time during the period of enforceability of the
patent, citations submitted after the date of any
order to reexamine by persons other than the
patent owner, or a reexaminsation requester who
also submits the fee and other documents re-
quired under § 1.510, or in a response under
§ 1.585, will not be entered into the patent file
until the pending reexamination proceedin
have been terminated. (37 CFR 1.501(a)).
‘Therefore, if prior art cited by a third party is
to be considered without the payment of another
reexamination fee, it must be presented before
reexamination is ordered.

The purpose of this rule is to prevent harass-
ment of the patent owner due to frequent sub-
missions of prior art citations during reexam-
ination proceedings,

2205 Content of Prior Art Citations

[R~7]

The type of prior art which may be submit-
ted under 35 U.S.C. 801 is limited to “written
prior art consisting of patents or printed
publications”. .

An explanation is required of how the person
submitting the prior art considers it to be per-
tinent and applicable to the patent, as well as
an explanation why it is believed that the prior
art has a bearing on the patentability of any
claim of the patent. Citations of prior art by

Ly~ patent owners may also include an explanation

2205

of how the claims of the patent differ frory the

prior art cited.

1t is preferred that copies of all the cited
prior patents or printed publications and any
necessary English translation be included so
that the value of the citations may be readily
determined by persons inspecting the patent
files and by the examiner during any subsequent

‘reexamination proceeding.

555

All prior art citations filed by persons other
than the patent owner must either indicate that
a copy of the citation has been mailed to, or
otherwise served on, the patent owner at the cor-
respondence address as defined under § 1.33
{e), or if for some reason service on the patent
owner is not possible, a duplicate copy of the
citation must be filed with the Office along with
an explanation as to why the service was not
possible. The most recent address of the attor-
ney of record may be obtained from the Office’s
register of registered patent attorneys and
agents maintained by the Office of the Solicitor
pursuant to 37 CFR 1.341 and 1.347,

All citations submitted should identify the
patent in which the citation is to be placed by
the patent number, jssue date and patentee.

A cover sheet with an identification of the
patent should have firmly attached to it all’
other documents relating to the citation so that
the documents will not become separated dur-
ing processing. The documents should also con-
tain, or have placed thereon, an identification
of the patent for which they are intended.

Affidavits or declarations relating to the prior
art documents submitted which e:z‘plain the con-
tents or pertinent dates in more detail may ac-
company the citation.

A commercial success affidavit tied in with a
particular prior art document may also be
acceptable.

No fee is required for the submission of cita-
tions under § 1.501.

Examples of letters submitting prior art un-
der § 1.501 follow.

Rev. 7, July 1981
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In re patent of
Joseph Smith

Patent No. 4,444,444
Issued: July 7, 1977
For: Cutting Tool

Submission of Prior Art Under 37 CFR 1.501

Hon. Commissioner of Patents and Trademarks
Washington, D. C. 20231 ‘

Sir:

The undersigned herewith submitsa in the above
identified patent the following prior art (including copies
thereof) which is pertinent and applicable to the patent and
is believed to have a bearing on the patentability of at
least claims 1 - 3 thereof:

Weid et al u.8. 2,585,416 April 15, 1933
McGee U.8. 2,722,794 May 1, 1934
Paulk et al U.s. 3,625,291 June 16, 1936

More particularly, each of the references discloses a
cutting tool strikingly similar to the device of Smith in
having pivotal handles with cutting blades and a pair of
dies. It is felt that each of the references has a bearing
on the patentability of claims 1-3 of the Smith patent.

Insofar as claims 1 and 2 are concerned, each of the
references clearly anticipates the claimed subject matter
under 35 USC 102. ) ’

As to claim 3, the differences between the subject matter of
this claim and the cutting tool of Weid et al are shown in

‘the device of Paulk et .al. Further, Weid et al suggests that

different cutting blades can be used in their device. A
person of ordinary skill in the art at the time the invention
was made would have been led by the suggestion of Weid et al
to the cutting blades of Paulk et al as obvious substitutes
for the blades of Weid et al.

Respectfully submitted,

John Joné€

Rev. 7, July 1881 : 556



CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS 2205

Pat. Ho 4,444,444

Certificate of Service

I hereby certify on this first day of June 1982, that a true
and correct copy of the foregoing "Submission of Prior Art"
was mailed by first-class mail, postage paid, to:

Joseph Smith
555 Emery Lane
Arlington, Va.. 22202

John Jcne$

557 Rev. 7, July 108
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

In re patent of
Joseph Smith

Patent No. 4,444,444
Issued: " July 7, 1877
For: Cutting Tool

Submission of Prior Art Under 37 CFR 1.501

Hon. Commissioner of Patents and Trademarks
Washington, D. C. 20231

Sir:

The undersigned herewith submits in the above
identified patent the following prior art (including copies
thereof) which is pertinent and applicable to the patent and
is believed to have a bearing on the patentability of at
least claims 1 - 3 thereof:

Weid et al U.8. 2,585,416 April 15, 1933
McGee U.5. 2,722,794 May 1, 1934
Paulk et al 0.5, 3,625,291 June 16, 1936

More particularly, each ¢of the references discloses a
cutting tool strikingly similar to the device of Smith in
having pivotal handles with cutting blades and a pair of
dies. While it is felt that each of the references has
a bearing on the patentability of claims 1-3 of the Smith
patent, the subject matter claimed differs from the references
and is believed patentable thereover.

Insofar as claims 1 and 2 are concerned, none of the references
show the particular dies claimed and the structure of these
claimed dies would not have been obvious to a person of
ordinary $kill in the art at the time the invention was

made.

As to claim 3, while the cutting blades required by this

claim are shown in Paulk et al, the remainder of the claimed
structure is found only in Weid et al. A person of ordinary
5kill in the art at the time the invention was made would

not have found it obvious to substitute the cutting blades

of Paulk et al for those of Weid et al. In fact, the disclosure
of Weid et al would lead a person of ordinary skill in

the art away from the use of cutting blades such as shown

in Paulk et al.

The reference to McGee, while generally similar, lacks
the particular cooperation betweéen the elements which is
specifically set forth in each of claims 1-3.

Respectfully submitted,
W V[M&u.mr\__
William Green

Attorney for Patent Owner

Rev. 1, July 1981 558
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>~ 2206 Handling of Prior Art Citations

[R=7]

Prior art citations received in the Patent
and Trademark Office which do not include any
request for reexamination will be forwarded by
the Correspondence and Mail Division to the
Record Room for handling, Citations which re-
late to patents in which reexamination proceed-
ings are teking place are forwarded to the
examining group, -

It is the responsibility of the Record Room
personnel to determine whether a citation for-
warded to them meets the requirements of the
law and rules and to enter it into the patent
file if it is proper. If the citation is not proper,
(i, 1t is ot limited to patents or printed
publications) it will be returned, along with
an explanation as to why the citation is being
returned, to the address, if known, of the per-
son making the submission. If the address of
the person submitting the citation is not known
because it was not supplied, the citation should
be destroyed. In any case where the citation by
a person other than the patent owner is not
entered, the patent owner should be notified by
the Record Room. Any unusual problems should
be brought to the attention of the Office of the
Assistant Commissioner for Patents. )

‘Where the citation does not contain an in-
dication of service on the patent owner and no
duplicate copy is submitted to the Office, the
Record Room personnel will merely notify the
patent owner that a citation of prior art has
been entered in the patent file. Wording similar
to the following should be used:

A citation of prior art under 35 U.S.C. 301
and 37 CFR 1.501 has been filed on________._
in your patent number __________ entitled

This notification is being made to inform
you that the citation of prior art has been
placed in the file wrapper of the above identi-
fied patent.

‘The person submitting the prior art:
1. [] wasnot identified

2, [ isconfidential

8o T 38 e

If the patent file is charged out of the Record
Room by the Reexamination Preprocessing
Unit or an examining group, the Record Room
should promptly forward any citations to the
area charged with the file. If the citation is filed
after the date of an order for reexamination, the
citation is retained in the examining group by
the group’s reexamination clerk until the ex-
aminer has finished processing the reexamina-
tion for printing of the certificate. At that time,

s the citations are placed in the patent file and the

2208

file is forwarded to the Record Room. Citations
filed after the date of an order for reexamina-
tion will not be considered by the examiner dur-
ing the reexamination.

2207 Entry of Court Decisions in Pat-
ent Files [R=7]

The Solicitor’s Office processes notices under
35 U.S.C. 290 received from the clerks of the
various courts and enters them in the patent file,

It is, however, considered desirable to all
parties concerned that the entire court decision
be supplied to the Patent and Trademark Office
for entry into the patent file. Such entry of sub-
mitted court decisions is performed by the
Record Room personnel unless a reexamination
proceeding is pending,

It is important for the Office to be aware of
any prior court proceedings in which a patent
undergoing reexamination is or was involved,
and any results of such proceedings. 87 CFR
1.565(a) requires the patent owner to provide
the Office with information regarding the
existence of any such proceedings and the re-
sults thereof, if known. Ordinarily, no submis-
sions of any kind by third parties filed after the
date of the order are placed in the reexamina-
tion or patent file while the reexamination pro-
ceeding is pending. However, in order to ensure
a complete file, with updated status information
regarding prior proceedings regarding the
patent under reexamination, the Office will ae-
cept at any fime copies of notices of suits and
other proceedings involving the patent and
copies of decisions from litigations or other
proceedings involving the patent from the par-
ties involved or third parties for placement in
the patent file. Persons making such submissions
must limit the submission to the notification and
not include further arguments or information.
Any proper submission will be promptly placed
of record in the patent file. See §§ 2240 and 2242
for handling of requests for reexamination of
patents involved in litigation.

2208 Service of Citation on Patent
Owner [R=7]

A copy of any submission of a citation of
prior art patents or printed publications in a
patent file should be forwarded to the patent
owner so that the patent owner is fully in-
formed as to the content of his or her patent
file wrapper. See §2206 for handling of prior
art citations.

The service to the patent owner should be
addressed to the correspondence address as set
forth in § 1.38(e).

Rev. 7, July 1981
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[R-7]

Procedures for reezamination of issued pat-
ents began on July 1, 1981, the date when the
reexamination provisions of Public Law 96-517
came into effect.

The reexamination statute and rules permit
any person to file a request for reexamina-
tion containing certain elements and a fee of
$1500.00. The Patent and Trademark Office ini-
tially determines if “a substantial new question
of patentability” (85 U.S.C. 303(a)) is pre-
sented. If such a new question has been pre-
sented, reexamination will be ordered. The

2209 Reexamination

reexamination proceedings are very similar to

regular examination procedures in patent appli-
cations except for certain lmitations as to the
kind of rejections which may be made. When the
reexamination proceedings are terminated, a
certificate is issued which indicates the status of
all claims following the reexamination.

The following sections of this Chapter ex-
plain the details of reexamination.

The intent of the reexamination procedures
covered in this Chapter include the following:

1. To provide procedures for reexamination
of patents. .

9. To implement reexamination in an essen-
tially ex parte manner.

3. To minimize the processing costs and com-
plexities of reexamination. .

4. To maximize respect for the reexamined
patent. .

5. To provide procedures for prompt and
timely determinations by the Office in accord-
ance with the “special dispatch” requirements
of 35 U.8.C. 305.

‘The basic characteristics of reemamination
are as follows: ‘

1. Anyone can request reexamination at any
time during the period of enforceability of the
patent.

2. Prior art considered during reexamination
is limited to prior art patents or printed pub-
Lications applied under the appropriate parts
of 35 U.S.C. 102 and 103.

8. A substantial new question of patentabil-
ity must be presented for reexamination to be

‘ordered,.

4, If ordered, the actual reexamination pro-
ceeding is ex parte in nature.

5. Decision on the request must be made with-
in thres months from initial filing and re-
mainder of proceedings must proceed with
“special dispatch”.

6. If ordered, a reexamination proceeding will
be conducted to conclusion and issnance of certi-
ficate.

7. The scope of claims cannot be enlarged by
amendment.

Rev. 7, July 1981
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8. All reexamination and patent files are open - —4»1( ;

to the publie.

2210 Request for Reexamination
[R-7]

35 U.8.0. 302. Reguest for reepamination. “Any per-
son at any time may file a request for reexamination by
the Office of any claim of a patent on the basis of any
prior art cited under the provisions of section 301 of
this title. The request must be in writing and must be
accompanied by payment of a reexamination fee estab-
lished by the Commission of Patents pursuant to the
provisions of section 41 of this title. The request must
set forth the pertinency and manner of applying cited
prior art to every claim for which reexamination is
requested. Unless the requesting person is the owner
of the patent, the Commissioner promptly will send a
copy of the request to the owner of record of the patent,

37 CFR 1.510 Request for reexamination. (&) Any
person may, at any time during the pericd of enforce-
ability of a patent, file a request for reexamination by
the Patent and Trademark Office of any claim of the
patent on the basis of prior art patents or printeld pub-
lications eited under § 1.501, The request must be ac-
companied by the fee for requesting reexamination set
in §1.21(x).

(b) Any request for reexamination must include the
following parts:

{1) A statement pointing out each substantial new
question of patentability based on prior patents and
printed publications.

(2) An identification of every claim for which re-
examination is requested, and a detailed explanation of
the pertinency and manner of applying the cited prior
art to every claim for which reexamination is requested.
If appropriate the party requesting reexXamination
may also point out how claims distinguish over cited
prior art.

(3) A copy of every patent oi printed publication
velied upon or referred to in paragraph (b} (1) and (2)
of this section accompanied by an English language
translation of all the necessary and pertinent parts of
any non-English language patent or printed publication.

(4) The entire specification (including claims) and
drawings of the patent for which reexamination is re-
quested must be furnished in the form of cut-up copies
of the original patent with only a single column of the
printed patent securely mounted or reproduced in
permanent form on one side of a separate paper. A copy
of any disclaimer, certificate of correction, or reexami-
nation certificate issued in the patent must also be
included.

(8) A certification that & copy of the reguest filed
by a person other than the patent owner has been
served in ifts entirety on the patent owner at the ad-
dress as provided for in § 1.33{c}. The name and ad-
dress of the party served must be indieated. If service
was not possible, a duplicate copy must be supplied to
the Office.
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{c) If the reguest does not include the fee for re-
guesting reexamination or all of the parts required by
paragraph (b) of this section, the person identified as
requesting reexamination will be so notified and given
an cpporfunity to eomplete the request within a speci-
fied time. If the fee for reguesting reexamination has
been paid but the defect in the request is not eorrected
within the specified time, the determination whether
or not to institufe reexamination will be made on the
reguest as it then exists, I the fee for requesting reex-
amination has not been paid, no determination will be
made and the request will be placed in the patent file
as a citation if it complies with the reguirements of
§ 1.501(a).

(d) The filing date of the request is: (1) the date on
which the request including the entire fee for request-
ing reexamination is received in the Patent and Trade-
mark Office; or {2) the date on which the last portion
of the fee for requesting reexaminstion is received.

(e} A request filed by the patent owner, may include
a proposed amendment in accordance with § 1.121(f),

(£) If a request is filed by an attorney or agent iden-
tifying another party on whose behalf the request is
being filed, the attorney or agent must have a power
of attorney from that party or be acting in a representg.-
tive capacity pursuant to § 1.84(a).

Any person, at any time during the period of
enfofceability of a patent, may file a request
for reexamination by the Patent and Trademark
Office of any claim of the patent based on prior
art patents or printed publications, The request
must include the elements set forth in § 1.510(b)
(see §2214) and be accompanied by thé fee of
$1500.00 as set forth in § 1.91 (x). No attempt
will be made to maintain a requester’s name in
confidence,

After the request for reexamination, includ-
ing the entire fee for requesting reexamination,
is received in the Patent and Trademark Office,
no abandonment, withdrawal, or striking, of the
request is possible, regardless of who requests
the same.

2211 Time for Requesting Reexamina-
tion [R-7]

Under 87 CFR 1.510(a), any person may, at
any time during the period of enforceabilify of
a patent, file a request for reexamination. This
period was set by rule since no useful purpose
was seen for expending Office resources on decid-
ing patent validity questions in patents which
cannot be enforced. The period of enforceability
is the term of the patent, normally 17 years
from the issue date for utility patents, plus the
6 years after the end of the term during which
infringement litigation may be instituted. In
addition, if litigation is instituted within the
period of the statute of limitations, requests for

2213

reexamination may be filed after the statute of
limitations has expired, as long as the patent is
still enforceable against someone,

2212 Persons Who May File a Request
[R-7]

35 U.S.C. 802 and 87 CFR 1.510(a) both in-
dicate that “any person” may file a request for
reexamination of a patent. Accordingly, thero
are no persons who are excluded from being
able to seek reexamination. Corporations and/
or governmental entities are included within
the scope of the term “any person”. The patent
owner can ask for reexamination which will be
limited to.an ex parte consideration of prior
patents or printed publications, If the patent
owner wishes to have a wider consideration of
issues by the Office, including mutters such as
prior public use or sale, the patent owner may
file a reissue application. It is also possible for
the Commissioner to initiate rexaminstion on
the Commissioner’s own initiative under 87
CFR 1.520, Reexamination will be initiated by
the Commissioner on a very limited basis such
&s where a general public policy question is at
issue and there is no interest by “any other per-
son”. Some of the persons likely to use reexami-
nation are patentees, licensees, potentisl 1i-
censees, attorneys without identification of
their real client in interest, infringers, potential
exporters, patent litigants, interference appli-
cants and International Trade Commission re-
spondents. The persons’s name who files the
request will not be maintained in confidence.

2213 Representative of Requester
[R-7]

‘Where an attorney or agent files a request for
an identified client (the requester), he or she
may act under either a power of attorney, or
act in a representative capacity under §1.34
(a), § 1.510(f). While the filing of the power
of attorney is desirable, processing of the reex-
amination request will not be delayed due bo its
absence.

If any question of authority to act is raised,
ggof of authority may be required by the

ce.

All correspondence for s requester other than
the patent owner should be addressed to the
representative of the requester unless a specific
ingicatidn is made to forward correspondence
to another address.

11 the request is filed by a person on behalf of
the patent owner, correspondence will be di-
rected to the patent owner at the address as in-
dicated in 37 CFR 1.33(c), regardless of the
address of the person filing the request. See
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82222 for a discussion of who receives corre-
sgondence on behalf of a patent owner and how
changes in the correspondence address are to be
made.

2214 Content of Request [R-7]

£1.510 Reguest for reexamination.

“(a} Any person may, at any time during the period
of enforceability of a patent, file a request for reexami-
nation by the Patent and Trademark Office of any
¢laim of the patent on the basis of prior art patents or
printed publications cited under § 1.501, The request
must be accompanied by the fee for requesting reexami-
pation set in § 1.21(x).”

37 CFR 1.510(a) requires the payment of a
$1,500.00 fee specified in 37 CFR 1.21(x).

37 CFR 1.510(b) sets foith the required ele-
ments of a request for reexamination. The ele-
ments are as follows:

“(1) a statement pointing out each substantial new
gquestion of patentability based on prior patents and
printed publications.”

This statement should clearly point out what
the requester considers to be the substantial new
question of patentability which would warrant
a reexamination. The cited prior art should be
listed on a form PTO-1449 by the requester. See
also § 2217,

“(2) An identification of every claim for which
reexamination is requested, and a detailed explanation
of the pertineney and manner of applying the cited
prior art to every claim for which reexamination is
requested. If appropriate the party requesting reexam-
ination may also point out how claims distinguish over
cited prior art.”

The request should apply the cited prior art
to every claim for which reexamination is
requested. If the request is filed by the patent
owner, he or she may also indicate how the
claims distinguish from the cited prior art
patents and printed publications.

“(8) A copy of every patent or printed publication
relied upon or referred to in paragraph (b)(1) and
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(2} of this section aceompanied by an English lan-
guage translation of all the necessary and pertinent

parts of any non-English language patent or printed
publication,”

_ A copy of each cited patent or printed pub-
lication, as well as a translation of each non-
English document is required so that all mate-
rials will be available to the examiner for full
consideration. See § 2218.

%(4) The entire specification (including claims)
and drawings of the patent for which reexamination
is requested must be furnished in the form of cut-up
copies of the original patent with only a single column
of the printed patent securely mounted or reproduced
In permanent form on one side of a separate paper. A
copy of any disclaimer, certificate of correction, or
reexamination certifieate issued in the patent must
also be included.”

A copy of the patent, for which reexami-
nation 1s requested, should be provided in a
single column paste-up format so that amend-
ments can be easily entered and to ease print-
ing. See also § 2219,

“{B) A certification that a copy of the request filed
by & person other than the patent owner has been
served in its entirety on the patent owner at the
address as provided for in § 1.323(¢). The name and
address of the party served must be indicated. If serv-
ice was not poasible, a duplicate copy must be sup-
piied to the Ofce.”

If the request is filed by a person other than
the patent owner, a certification that a copy of
the request papers has been served on the

. patent owner must be included. The request

should be as complete as possible since there
is no guarantee that the examiner will consider
other prior art when making the decision on
the request. Also, if no statement is filed by the
patent owner, no later reply may be filed by
the requester, See also § 2220,

The form set forth below should be helpful
to persons filing requests for reexamination.
The use of this form is encouraged but its use

~{

is not a requirement of the law or the rules. -/
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nu:nnm - ) U. & DEPARTMENT OF COMMERGE

PATENT AND TRADEMARK OFFICE

REQUEST FOR REEXAMINATION TRANSMITTAL. FORM
IN THE .UNITED STATES PATENT AND TRADEMARK OFFICE

Mdm to:
Commissioner of Putents and Trademurks Attornes Docket No,
Box Reexam ’

Wuhington, D. C. 20231

L

-3

6.

6.

(A

10,

n.

13

Date: July 2, 1981

B} This i= » request for recxamination pursusnt to 37 CFR 1510
of 4,444,444 fsoed __ July 7, 1977
£) The name and address of the person requesting reexamination is:
¥z Corporation :
—32) Maple Street
—Atlanta, Georaja 77777

0 a A,z e!:(ee)k in the amount of $1500 is enclosed to cover the resxamination fee, 37 CFR
121 (x}; or ‘
b. ‘The Commissioner is hereby authorized to churge $1500 to the deposit account of

John Doe .
deposit account no. . 12-3456

Any ietund should be made by~ [ check or by []credit to deposit account
no,,. 12-3456 37 CFR 1.26 (c}

K} A cut-up copy of the patent to i:e reexamined or a permanent reproduction therecf
" with oply & single column of the printed patent securely mounted on one side
of & separate paper Is enclosed, 37 CFR 1.510 (b) (4} -

£ A copy of any disclaimer, certificate of comection or reexamination certificate issued in
the patent ks included.

K} Reexamination of claim(s) 1-4 is requested.
A copy of every patent or printed publication relied upon is submitted herewith including
a listing thereof on Form PTO - 1449,

An Englich language transiation of all necessary and pertinent non-English language
patents or printed publications ks included,

El The attached detailed request includes at least the following items:

& A staternent identifying each substantial new question of patentability based on
prior patents and printed publications. 37 CFR 1510 (b) (1)

b. An identitication of every claim for which reexamination is requested, and a
detalled explanation of the pertinency and manner of appiying the cited prior art to
#very cliim for which roexaminntion is requested. 37 CFR 1.510 (b} (2}

D) A proposed amendment is included (only where the patent owner is the requester).
37 CFR 1.510 (e)

& It ie oertified that a copy of this request (if filed by other than the patent owner) has
been served in its entirety on the patent owner as provided in 37 CFR 1.37 (c).
The pame and address of the party served and the date of service are:
liam Dyre . .
2400 Jefferson Davis Highway
~—Brlington, Virainia 23227
 Servics:_ July 17, 1981 ; or

‘ Date of
{3 b. A duplicate copy is enclosed since service was not poesible.

The requester's correspondencé address (if different from Number 2 above):
John Doe . . -

v

w—l2 Seemore Street '
New York. New York 10001

491»4-—

Authorized Signature

[J Third Party Requester
L] Attorney or Agent for Patent Owner
Attorney or Agent for Requester

563 Rev. 7, July 1981
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Sir: Pat. No. 4,444,444

Reexamination under 335 v.5.C, 302 - 307 and 37'CFR 1.510 is requested of
United States patent number 4,444,444 which issued on July 7, 1977 to
Joseph Smith. This patent is still enforceable.

Claims for which reexamination is requested

Reenamination is reguested of claims 1-3 of the Smith patent in view of
the earlier United States patent document number 594,225 to Berridge
which iz listed oh attached form PTO-1449 and of which & copy is
enclosed. )

Reexamination is also requested of claim 4 of the Smith patent in view of
the earlier Swiss patent document 80,555 to Hotopp in view of the
disclosure in “American Machinist® magazine, October 16, 1%50 issue, oh
page 169, An English translation of the German language Swiss document
is enclosed. Copies of the Hotopp and "American Machinist" documents are
algo enclosed.

Exg!anation of pertinency and manner of applying cited prior art te
BVery claim fof which reexamination is_reguested

Claims 1-3 of the Smith patent are considered to be fully anticipated
under 3% U.S.C. 102 by the prior art patent document to Berridge.

Claim 3 of the Smith patent, which is more specific than claims 1 and 2
in all features, is set forth below with an explanation as to how the
prior art patent document to Berridge meets all the recited features.

Smith, claim 3:

*In a cutting and crimping tool® {Berridge page 1, lines 106-13
states his invention is
"an improved tool for crimping
metal, which in its preferred
form of embodiment is combined
with a cutting-tool or shears,
forming therewith a combination-

tonl.}
*the combination with the cutting (elements 4 and 5 in Berridge)
klades®
*and their pivoted handles® {elements 1 and 2 in Berridge)
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“of bosses arranged at an angle
to and offset from the plane of
the shear blades”

“and crimping dies formed on
the meecting faces of said bosses”

Pat. No. 4,444,444

{"bogses” a8 used in the

Smith claim is used to mean

& projection. The dies

§ and 7 of the Berridge prior
art patent document are arranged
at the same angle to the plane
of the shear blades and are
arranged at an angle in the
same manner as shown in the
drawing figures of the Smith
patent.)

{The dies € and 7 (bosses)

of Berridge have meeting

die-faces 12 and 13 (page 1,

line 63) for performing crimping

gperations {page 1, lines 70 -
4.))

Claim 4 of the Smith patent is considered to be unpatentable under 35
U.85.C. 103 in view of the prior art Swiss patent document to Hotopp in
view of the prior art magazine publication on page 169 of the October 16,
1950 issuve of American Machinist magazine.

€laim 4 of Smith reads as quoted below

"In a cutting and crimping tool,®

“the combination of a pair of
pivoted handles®

“with cutting jaws at one end
&nd crimping dies on the opposite
side of the pivot"

"and rounded prongs projecting
from said cutting jaws"

565

{The prior art Swiss patent
decument to Hotopp discloses
cutting jaws (column 1, line 8)
and dies "b" and "c" which may
be used for crimping.)

(elements "a" and “e" in the
prior art document to Hotopp).

{The prior art document to

Hotopp discloses cutting jaws
{column 1, line 8} and crimping
dies "b" and "c" on the opposite
side of pivot "d" from the cutting
jaws.)

{Rournded prongs are not
specifically disclosed by Hotopp
but are shown to be old in the
art by the illustration in
“American Machinist®™ magazine
under the title "Double-Purpose
Pliers Don't Break Insulation”,
To provide the cutting jaws of
Hotopp with rounded prongs as
shown in the "American Machinist®
magazine i5 considered to be a
matter which would have been
obvious to a person having
ordinary skill in the art at the
time the invention was made.)

2214
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- -3 = Pat. No. 4,444,444

Statement pointipg out substantial new question of patentability

The prior art documents referred to above were not of record in the file
of the Smith patent. Since the claims in the Smith patent are not
allowable over these prior art documents, a substantial new question of
patentability is raised. Further, these prior art documents are closer
to the subject matter of Smith than any prior art which was cited during

the prosecution of the Smith patent.
JOBA Doe

Attorney for reguester

Rev. 7, July 1981 B8
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Shoet 1 of
ooy FIg e TR ANG TRADEMARS CrpICE | &1 CACKET X0 Patent ‘Nc‘)‘ e, 444
r r
LIST OF PRIOR ART CITED Fatent Ywner '
. Joseph Smith
(Use several shoets il necessary} Tscue Date GROY P

July 7, 1977

5. PATENT DOCUMENTS

"EXAMINER

INITIAL DOCUMENT NUMBER DAYE

HARE

CLA%Y

FILING DATE
SUBCLASE |\ x (FPRORNIATE

Ah slolgiz2i2|5:i11-1897

BERRIDGE

140

106

AR

AC

AD

AE

AF

AG

AM

LY

Al

AKX

FOREIGNK PATENT DOCUMENTS

DOCUMENRT NUMBER RAYE

COUNTRY

CLASS

SUBCLASS

TRAHSLATION

YES

MO

AL 8105 |5 R10-1914§

SWITZERLAND

. x

AM

AR

AD

AP

OTHER PRIOR ART (including Author, Title, Date, Pertinent Pages, Erc.)

"american Machinist" magazine, October 16, 1Y50 issue., page

AR

169 (copy located in class 72, subclass 409)

AS

AT

EXAMIMER -

DATE CONSIDERED

*EXAMINER: Initiol 56 referance connidered, whather or not ¢itarion iz in conlormonce with MPEP 60%; Draw fine through citetien H net

in conformance ond not considorad. fnclude copy of this form with nexl communicetion

567

VICOWM: 38 80-2080
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> 2215 Fee for Requesting Reexamina-

tion [R=7]

37 CFR 1.21 Patent ond miscelloneous fees ond
charges
£ % * L3 L]
(a) To file a request for reexamination—8§1,5600.00

37 OFR 126 Refunds. (a) Money paid by actual
mistake or in excess, such as a payment not required
by law, will be refunded, but a mere change of purpose
after the payment of money, as when a party desires to
withdraw his application or to withdraw an appesal,
will not entitle a party fto demand such a return.
Amounts of fifty cents or less will not be returned un-
less sgpecifically demanded within a reasonable time,
nor wiil the payer be notified of sueh amount, amounts
over fifty cents but less than one dollar may be re-
turned in postage stamps, and other amounts by check
or, if requested, by credit to a deposit account,

£ * * % *

(¢) It the Commissioner decides not to institute a
réexamination proceeding, a refund of $1,200.00 will be
made to the reguestor of the proceeding, Reexamina-
tion requestors should indicate whether any refund
should be made by check or credif to a deposit account.

In order for a request to be accepted, be given
a filing date and be published in the Official
(Gazette it is necessary that the $1500.00 fee for
filing a request for reexamination be paid. If
the fee is not paid, the request will be considered
to be incomplete,

If the request for reexamination is denied or
vacated, a refund of $1200.00 in accordance with
37 CFR 1.26(¢) will be made to the identified
requester.

_Asstated in 37 CFR 1.510 (c) and (d)

If the request does not include the fee for request-
ing reexamination or all of the parts required by para-
graph (b) of this section, the person identified as
requesting reexamination will be so notified and given
an opportunity to complete the request within a speci-
fied time. If the fee for requesting reexamination has
Leen pald but the defect in the request iz not corrected
within the specified time, the determination whather
or not to institute reexamination will be made on the
reguest as it then exists. If the fee for reguesting
reexamination has not been paid, no determination
will be made and the request will be placed in the
patent file as a citation if it complies with the reguire-
meuts of § 1.501(a).

The filing date of the request is: (1) the date on
which the request including the entire fee for request-
ing reexamination is received in the Patent and Trade-
mark Office; or (2) the date on which the last portion
of the fee for reqnesting reexamination is received.

Where the entire $1500.00 fee is not paid, the
request, if otherwise proper, should be treated
as & citation of prior art under § 1.501.

Rev. 7, July 1981
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2216 Suobstantial New Question of ~4-|< 4

Patentability [R~7]

37 CFR 1.510(b) (1) requires that the request
inelude “a statement pointing out each substan-
tial new question of patentability based on prior
patents and printed publications.” Under 35
U.8.C. 304 the Office must determine whether
“n substantial new question of patentability”
affecting any claim of the patent has been
raised. 1f such a new question is found, an order
for reexamination of the patent is issued. It is
therefore clear that it is extremely importaht
that the request clearly set forth in detail ex-
actly what the requester considers the “substan-
tial new question of patentability” to be in view
of prior patents and printed publications. The
request should point out how any questions of
patentability raised are substantially different
from those raised in the earlier prosecution of
the patent before the Office or in litigation be-
fore the federal courts, If a substantial
new question of patentability is found as to one
claim, all claims will be reexamined during the
ex parte reexamination process. See also § 2249,

Questions relating to grounds of rejection
other than those based on prior patents or
printed publications, such as on public use, on
sale, or fraud should not be included in the re-

quest and will not be considered by the examiner
if included.

2217 Siatement Applying Prior Art
[R-7]

The third sentence of 35 U.8.C. 302 indicates
that the “request must set forth the pertinency
and manner of applying cited prior art to every
claim for which reexamination is requested.”
87 CFR 1.510(b) (2) requires that the request
include “An identification of every claim for
which reexamination is requested, and a de-
tailed explanation of the pertinency and man-
ner of applying the cited prior art to every
claim for which reexamination is requested.” It
the request is filed by the patent owner, the re-
quest for reexamination may also point out how
claims distinguish over cited prior art.

The prior art applied may only consist of
prior patents or printed publications, Substan-
tial new questions of patentability may be based
upon the following portions of 35 U.S.C. 102:

“{a) ... patented or described in & printed pub-
Heation in this or a foreign country, hefore the inven-
tion thereof by the applicant for patent, or”

“(b) the invention was patented or described In a
printed publication in this or a foreign coumtry ...
mere than one year prior to the date of the applieation
for patent in the United States, or”

L] & = * ]
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. %{d) the invention was first patented or caused to
be patented, or was the subject of an inventor’s certift-
cate, by the appleant or his legal represenfatives or
assigns in a forelgn country prior to the date of the
appHeation for patent in this country on an appication
for patent or. inventor’s certificate filed more than
twelve montha before the filing of the application In
the United States, or”

“{a) the invention was described in a patent granted
on an application for patent by another flled in the
United States before the invention thereof by the ap-
plicant for patent, or on an international application
by another who has fulfilied the requirements of par-
agraphs (1), (2), and (4) of section 87i(e¢) of this
title before the Invention thereof by the applicant for
patent.”

& ® & 3 *®

Similarly, substantial new questions of pat-
entability may also be made under 85 U.S.C.
103 which are based on the above indicated
portions of section 102,

In addition to the above quoted paragraphs
of §102, where two. patented inventions have
common assignees and different inventive en-
tities, the prior invention of another disclosed
in one of the patents could be available under 35
U.8.C. 103 as prior art by virtue of 85 U.S.C.
102(g) against the other, see for example, In
re Bass, 177 USPQ 178, (CCPA, 1973).

Substantial new questions of patentability
based on matters other than patents or printed

_publications, such as public use or sale, inven-

torship, § 101, § 112, fraud, ete. will not be con-
sidered when making the determination on the
request and should not be presented in the re-
quest. A prior patent or printed publication
cannot be properly applied as a ground for
reexamination if it is merely used as evidence
of alleged prior public use or sale, insufficiency
of disclosure, etc. The prior patent or printed
publication must be applied directly to claims
under § 103 and/or an appropriate portion of
§102 or relate to the application of other prior
printed publication to claims on such grounds.

The statement applying the prior art may,
where apptopriate, point out that claims in the
patent for which reexamination is requested
are entitled only to the filing date of the patent
and are not supported by an earlier foreign or
United States patent application whose filing
date is claimed. For example, under 35 U.S.C.
120, the effective date of the claims would be
the filing date of the application which resulted
in the patent. Therefore, intervening patents or
printed publications are available as prior art
under In re Ruscetta, 118 USPQ 101 (CCPA,
1958).

Double patenting is normally proper for con-
sideration in reexamination.

2219

The mere citation of new patents or printed -

publications without an explanation does not
comply with 37 CFR 1.510(b) (2). An explan-
ation of how the cited patents or printed publi-
cations are aé)plied to all claims which the re-
quester considers to merit reexamination shonld
be presented. This not only sets forth the re-
quester’s’ position to the Office, but also to the
patent owner,

2218 Copies of Prior Art [R-7]

It is required that a copy of each patent or
printed publication relied upon or referred to in
the re%uest be filed with the request (87 CFR
1.510(b) (3% ). If any of the documents are not
in the English language, an English language
translation of all necessary and pertinent parts
is also required. An English language summary
or abstract of a non-English language document
is usually not sufficient.

It is also helpful to include copies of the prior
art considered during earlier prosecution of the
patent for which reexamination is requested.
The lpresence of both the old and the new prior
art allows a comparison to be made to determine
whether a substantial new question of patent-
ability is indeed present. Copies of parent appli-
cations should also be submitted if the parent
application relates to the alleged substantial
new question of patentability; for example, if
the patent is a continuation-in-part and the
question of patentability relates to an /n re
Ruscetta, 255 F. 2d 687, 118 USPQ 101 (CCPA
1958) type rejection where support in the parent
application is relevant.

2219 Copy of Printed Patent [R~7]

The Patent and Trademark Office will pre-
pare & separate file wrapper for each reexami-
nation request which will later become part of
the patent file. Since in some instances, it may
not; be possible to obtain the patent file promptly
and in order to provide a format which can be
amended and used for printing, requesters are
required under § 1.510(b) (4) to include a copy
of the entire specification (including claims)
and drawings of the patent for which reexami-
nation is requested in the form of a cut-up copy
of the original printed patent with only a single
column of the patent securely mounted or re-
produced in permanent form on one side of a
sheet of paper. A copy of any disclaimer, cer-
tificate of correction, or reexamination certifi-
cate issued in the patent must also be included
so that a complete history of the patent. is be-
fore the Office for consideration. A copy of any
federal court decision, complaint in a pending
civil action, or interference decision should also
be submitted.
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2220

[R=7]

If the requester is a person other than the
patent owner, the owner of the patent must be
served with a copy of the request in its entivety.
The service should be made to the correspond-
ence address as indicated in 37 CFR 1.33(c).
The name and address of the person served and
the certificate of sexrvice should be indicated on
the request. . S

The most recent address of the attorney or
agent of record can be determined by chec ng
the Office’s register of patent attorneys an
agents maintained by the Office of the Solicitor
pursuant to 37 CFR 1.341 and 1.347.

9921 Amendments Included in Re-
quest by Patent Owner [R-=7]

Under 37 CFR 1.510(e} a patent owner may
include a proposed amendment with his or her
request, if he or she so desires. Any such amend-
ment must be in accordance with § 1.121(f).
Amendments may also be proposed by patent
owners during the actual ex parte reexamina-
tion prosecution (§ 1.550(b}).

The request should be decided on the wording
of the claims without the amendments. The de-
cision on the request will be made on the basis of
the patent claims as though the amendment had
not been presented. However, if the request for
reexamination is granted, the ex parte reexami-
nation prosecution should be on the basis of the
claims as amended.

2222 Address of Patent Owner
[B-7]

8t CFR 1.33, Correspondence respecting patent dp-
plications, reepomination proceedings, and other pro-
ceedings.
& * & 5 *

(¢) All notices, official letters, and other comimunica-
tions for the patent owuer or owners in a reexamina-
tion proceeding will be directed to the attorney or
agent of record (see § 1.84(b) ) in the patent file at the
address listed on the register of patent attorneys and
agents maintained pursuant to §§ 1.341 or 1347 or, if
no attorney or agent is of record, to the patent owner
or owners at the address or addresses of record.
Amendments and other papers filed in a reexamination
proceeding on behalf of the patent owner musi be
signed by the patent owner, or if there iz more than
one owner by all the owners, or by an attorney or agent
of record in the patent file, or by a registered attorney
or agent not of record who acts in a representative
eapacity under the provisions of § 1.84(a). Double cor-
respondénce with the patent owner or owners and the
patent owner’s attorney or agent, or with more than

Rev. T, July 1981

MANUAL OF PATENT EXAMINING PROCEDURE

one attorney or agent, will not be undertaken, If more -—g—y :

than one attorney or agent is of record and a corres-
pondence address has not been specified, correspond-

ence will be held with the last attorney or agent made
of record.

37 CFR 1.33(c) indicates which correspond-
ence address is to be normally used to direct
correspondence to the patent owner. In most
instances this will be the address of the first
named, most recent atforney or agent in the
patent file at his or her current address. If such
an attorney or agent does not desire to receive
correspondence relating to reexaminations, a
withdrawal of power of attorney should be filed
in the patent, If the patent owner desires that a
different attorney or agent receive correspond-
ence, then & nmew power of attorney must be
filed. Correspondence will continue to be sent to
the attorney or agent of record in the patent file
absent a revocation of the same by the patent
owner. If the attorney or agent of record speci-
fies a correspondence addiess to which corres-
pondence is to be directed, such direction should
be followed. However, since a change in the cor-
respondence address does not withdraw a power
of attorney, a change of the correspondence ad-
dress by the patent owner does not prevent the
correspondence from being directed to the at-
torney or agent of record in the patent file under
37 CFR 1.33(c).

A form for changing correspondence address
or power of attorney is set forth below. Such
forms should be addressed to the Commissioner
of Patents and Trademarks, Box Patent Ad-
dress Change, Washington, D.C. 20231.

CHANGE oF POWER OF ATTORNEY OB CORRESPONDERCE
Appress IN U.8. PATENT

Address to:

Commissioner of Patents anl Trademarks
Box: Patent Address Change
‘Washington D.C. 20231

To the Commissioner of Patents and Trademarks:
In United States patent pumber - , granted
_________________ [ ¥ « SRR
(list firgt inventoer)
please make the following change:

-]t Change the address of the attorney(s) of
record 10

{] 2 Change the correspondence address of the
patent owner to:

(
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(e [J & Addapower of attorney to and address any

future correspondence te the first named
person below

who I hereby appoint to transact all busl-
ness in the Patent and Trademark Office.

[} *4. Remove all previcus powers of attorney
which I hercby revoke and enter & power
of attorney and address any future corre-
spondence to

who I hereby appoint to transact all busi-
ness in the Patent and Trademark Office.
It is certified that the person whose signature
appears below has the anthority to make the requested
changes in the patent.

Authorized Bignature
7] Attorney/Agent Reg. No, —ovrnnn
Patent Owoer
*Requires signature of patent owner.

2223 Withdrawal of Power of Attor-

ney [R-7]

Any request for withdrawing a power of
attorney from a patent will normally only be
approved if at least 30 days remain in any
running period for response, See also § 402.06.

2224 Correspondence [R=7]

37 OFR 1.1 All communications to be addressed to
Oommissioner of Patents and Trademorks.

(a) Al letters and other communications intended
for the Patent and Trademark Office must be addressed
to “Commissioner of Patents and T'rademarks,” Wash-
ington, D.C, 20231, When appropriate, a letter should
also be marked for the attention of a particnlar officer
or individual. :

(b) Letters and other communications relating to
international applicationy during the international
stage and prior to the assignment of a national serial
number should be additionally marked “Box PCE.”

{¢} Reguests for reexamination should be addition-
ally marked “Box Reexam.”

AH requests for reexamination mailed to the
Patent and Trademark Office should be addi-
tionally marked “Box Reexam,” Such mail will
not be opened by the Correspondence and Mail
Division but will be sorted out immediately and
%rocessed by the Reexamination Preprocessing

nit. Subsequent correspondence should how-
ever be directed to the examining group art unit
indicated on the Office letters. Any correction or

Ly change of correspondence address for a United

2226

States patent should be addressed to the Office at:
Box “Patent Address Change.”

Letters sent to the Patent and Trademark
Office relating to a reexamination groceeding
should identify the proceeding by the number
of the patent undergoing reexamination, the re-
examination request control number assigned,
examining %roup art unit, and the name of the
examiner. The certificate of mailing practice
(37 CFR 1.8) may be used to file any paper in a
reexamination proceeding, '

Communications from the Patent and Trade-
mark Office to the patent owner will be directed
to the first named, most recent attorney or agent
of record in the patent file at the current ad-
dress on the Office’s register of patent attorneys
and agents or to the patent owner’s address if
no a(,tt)omey or agent is of record, 37 CFR
1.33(c).

Amendments and other papers filed on behalf
of patent owners must be signed by the patent
owners, or the attorney or agent of record in
the patent file, or any registered attorney or
gglegi acting in a representative capacity under

34(a).
Dou&?e correspondence with the patent own-
ers and the attorney or agent normally will not
be undertaken by the Office.

Where no correspondence address is other-
wise specified, correspondence will be with the
most recent, attorney or agent made of record.

Note § 2220 on certificate of service,

2225 Untimely Papers Filed Prior to
Order [R-7]

After filing of a request, no papers other
than (1) citations of patents or printed publi-
cations under § 1.501; (2) another complete re-
quest under § 1.510; or (3) notifications pur-
suant to § 2282, should be filed with the Office
by the requester, patent owner; or third parties
prior to the date of the decision on the request
for reexamination. Any papers other than those
under §§ 1.501 or 1.510 or § 2282 filed prior to
the decision on the request will be returned to
the sender by the group director without con-
sideration. A copy of the letter accompanying
the returned lpapers will be made of record in
the patent file, However, no copy of the re-
turned papers will be retained by the Office, If
the submission of the returned papers is appro-
priate lafer in the proceedings, they will be
accepted by the Office at that time.

2226 Initial Processing of Request
[R-7]

The opening of all mail marked “Box
Reexam” and all initial clerical processing of
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requests for reexamination will be performed
by the Reexamination Preprocessing Unit in
the Office of Patent and Trademark Services.

2227 Incomplete Requests [R-7]
37 CFR 1.510, Request for reepamination
L] L] [ * . L]

-{e) If the request does not include the fee for ve-
guesting reexamination or all of the parts reguired by
paragraph (b) of this section, the person identified
as requesting reexamination wiil be so notifled and
given an opportunity to complete the request within a
specified time, If the fee for requesting reexamination
has been paid but the defect in the request is not
corrected within the specified time, the determination
whether or not to institute reexaminagtion will be made
on the reguest as it then exiaty, If the fee for requesting
reexamination has not been paid, no determination
will be made and the request will be placed in the pat-
ent file ag a citation if it complies with the regquire-
ments of § 1.50%(a).

(d) The filing date of the request is: {1) the date
on which the request including the entire fee for re-
questing reexamination is received in the Patent and
Trademark Office; or (2) the date on which the last
portion of the fee for requesting reexamination is
received, '

If the $1500.00 fee under § 1.21(x) is not paid
.in full, the reguest is considered to be incom-
plete, § 1.510(c), and will not be considered on
1ts merits or have a notice of its filing announced
in the Official Gazette. The request 18 considered
fo have a “filing date” under §1.510(d) only
when the entire fee is paid.

If no fee, or only a portion of the fee is re-
ceived, the Reexamination Preprocessing Unit
will notify the requester of the defect and give
the requester a specified time, normally 1 month,
to complete the request. A telephone call may
also be made to the requester indicating the
amount of the insufficient fee. If the request is
not timely completed, any partial fee will be
returned and the request will be treated as a
citation under § 1.501(a) if it complies there-
with,’

2228 Informal Requests [R-7]

'I£ the fee under § 1.21(x) has been paid, but
the request does not contain all the elements
called for by § 1.510(b), the request is consid-
ered to be informal. All requests which are ac-

companied with the entire fee will be assigned’

a filing date from which the three month period

for making a decision on the request will be
compuied. Notice of filing of all complete re-
quests will be published in the Official Gazette
approximately 4-5 weeks after filing,
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The Reexamination Preprocessing Unit will ( ;

attempt to notify the reguesber of any informal-
ity in the request in order to give the requester
time to respond before a decision is made on

.the request. If the requester does not respond

and correct the informality, the decision on the

request will be made on the information pre-

sented. If the information presented does not

present “a substantial new question of patent-

3bil’i§g”, the request for reexamination will be
enied.

2229 Notice of Request in Official

Gazetie [R-7]
37 OFR 1.11, Files open to the pudblic.
- ] @ -] ! L]

{e} All requests for reexamination for which the fee
under §1.21(x) has been pald, will be announced
in the Official Gazette. Any reexaminations at the
initiative of the Commissioner pursvant to §1.520
will also be announced in the Oficial Gezette, The
announcement shall include at least the date of the
request, if any, the reexamination request control
number or the Commissioner initiated order control
number, patent number, title, class and Bubclg‘ss, name
of the inventor, name of the patent{ owner of record,
and the examining group to which the reexamination
is assigned,

(d) All papers or copies thereof relating to a re-
exemination proceeding which have been entered of
record in the patent or reexamination file are open
to Inspection by the general public, and coples may
be furnished upon paying the fee therefor.

Under 87 CFR 1.11(c), reexamination re-
quests with sufficient fees and any Commissioner
initiated orders made without a request will be
announced in the Official (Razette. The Reexam-
ination Preprocessing Unit will complete a
form with the information needed to print the
notice. The forms are forwarded at the end
of each week to the Office of Publications for
printing in the Official Gazette,

In addition, a record of requests filed will
be located in the Public Search Room and in
the Reexamination Preprocessing Unit. Office
personnel may use the PALM System to deter-
mine if a request for reexamination has been
filedin a Farmcular patent. The Official Gazette
notice will appear in the notice section of the
Official Gazette under the heading of “Reexami-
nation Requests Filed” and will include the
name of any requester along with the other
items set forth in § 1.11({e}.

2230 Constructive Notice to Patent
Owner [R=7]

In some instances it may not be Ee%ssible to
deliver mail to the patent owner

572
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> current address is available. If all efforts to

correspond with the patent owner fail, the re-
examination proceeding will proceed without
the patent owner, The publication in the Offi-
cial Gazette of the notice of the filing of a re-
quest or the ordering of reexamination at the
initiative of the Commissioner will serve as
constructive notice to the patent owner in such
an instance.

2231 Processing of Request Corree-
tions [R-7]

Any payment of insufficient fees should be
marked “Box Reexam” so that the fee may be
promptly forwarded to the Reexamination Pre-
processing Unit. If the fee payment completes
the $1500.00 fee requirement, the request will be

rocessed, notice will be published in the Of-
gcial Gazette and the request will be forwarded
to the appropriate examining group for deter-
mination,

Any correction of a defect other than the fee
should be directed to the examining group
where the file is located. The group clerical per-
gonnel process any timely corrections and enter
them in the file of the reexamination.

2232 Public Access [R~7]

The reexamination folders will be stored in a
separate central location in the patent examin-
ing group unless being acted upon by the
examiner or a communication is being processed
by the group clerical personnel. In view of the
desire to conduct the reexamination proceeding
with special dispateh, the reexamination folder
may NOT be available to the public when it is
in the Reexamination Preprocessing Unit, and
when the examiner has started consideration of
some mafter until an action is mailed, However,
all areas should be as reasonable as possible
in allowing access and copying of the file. At
times other than those identified above, the
reexamination file will be made available to
members of the public upon request. Inspection
will be permitted in the patent examining
group. If a copy of the file is requested, it may
be ordered from the Customer Services Divi-
sion or the file wrapper may be hand carried by
s member of the group to the Record Room and
left with & member of the Record Room stafl,
The file will be dispatched by using PALM
transaction 1034-820. A charge card will be
stapled to the file identifying the Reexamina-
tion Control Number, Art Unit Number, Re-
examination Clerk’s name and phone number,

A member of the Record Room staff should
call the reexamination clerk in the group when

Ls copying is completed, and the file can then be
573
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retrieved by a member of the group. The group
should maintain a tickler record of the location
of the file wrapper by some system. For
example, a copy of the charge card could be
attached to the docket card for a 2 day call up
to insure prompt return of the file,

Similar procedures should be utilized in the
event that an associated patent file is requested
for inspection and/or copying. Access to the
patent file wrapper should be restricted only
when the examiner is preparing an action in the
reexaminstion folder which requires considera-
tion of the patent file.

To: RECORD ROOM PERSONNEL
Re: Reexam. No.

Patent No.

Serial No.

This file is charged out from group ....—.
Pleage return promptly by:

[ Office Mail

O Calling i
X7~ .. for pickup of the file

Sale of Copies of Reexamination Requests

Copies of reexamination requests, all cited
references, and the file wrapper and contents of
the patent file for which reexamination is re-
quested are available at the standard charge per
page, Orders for such copies must indicate the
control number assigned the reexamination re-
quest. Orders should be addressed to the Com-
missioner of Patents and Trademarks, Wash-
ington, D.C. 20231, Attention: Customer Service
Division.

To Derermixg o PALM Ir 4 REEXAMINATION
Reguest Has Brexy Fmep ror o Grven
PaTexT NUMBER

Assume.Patent Number Xs 4104156

—Clear PALM Terminal
—Xey In: 8110 And Press Send
—When Screen Fills
Enter: PAT NO 4104156 (In Family
Nam?
Press: TAB
Enter: $ (In Given Name)
Press: TAB
FEnter: Y
Press: SEND

Any reexaminations for the patent number
will be listed on the return screen.

There will be about a ten (10) day lag
between filing and data entry.
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2233 Processing in Examining Group

Each examining group has designated at
least one docket clerk and one backup clerk to
act as the reexamination clerk and has assigned
to that person those clerical duties and respon-
sibilities which are unique to reexamination. The
regular docket clerks will still perform their
normal duties and responsibilities in handling
papers and records during the actual reexami-
nation process. The reexamination clerk has
sole responsibility for clerical processing until
such time as the request is either granted or de-
nied. If a request is granted, the responsibility
for all docket activities relating to ex parte ex-
almilz;ation is assigned to the regular docket
Gierk.

The record card (Serial Register and -Doc-
- ket Record) files are maintained as follows:
 Serial Register Card Files In The Groups—
 The Serial Register Cards for reexamination
files will be maintained in a file separate from
the Serial Register Cards for regular applica-
tions, These cards will be kept updated by the
reexamination clerk of the group.

Docket Kecord Card Files In The Group—
The Docket Record Cards are maintained by
the reexamination clerk of the group until the
resxamination proceeding has progressed to the
point that it is ready for the examiner to write
a first action. At that point, the Docket Record
Card will be placed in the appropriate segments
of the Docket Record files for regular patent
applications. When examination is completed
and the proceedings terminated, the Docket
Record card is returned to the reexamination
clerk for subsequent updating and storage. The
following filo segments are provided for the
Docket Record cards in the reexamination
clerk’s file:

—Awaiting Assionment To An Examiner

~—Awaiting Determination of Request

—Reexamination Refused

—Petition For Reconsideration Filed

—Awaiting Owner’s Statement

—Awaiting Requester’s Reply

—g’roceedings Terminated—Certificate To

ssue

—Proceedings Terminated—Certificate

Issued

Yees

Under reexamination, there are no fees due
other than for the request and any appeal and
brief fees under §§ 1.191 and 1.192. No fees are
requireed for additional claims added or for
issue of the certificate.
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A transmittal form with the requester’s ad-
dress will be used to forward copies of Office
actions to the requester. Whenever an Office
action is issued, & copy of this form will be made
and attached to a copy of an Office action. The
use of this form removes the need to retype the
requester’s address each time a mailing is re-
quired. When the patent owner is the requester,
no such form is needed.

The following steps should be taken when
processing reexamination requests in the ex-
amining groups.

1. Report receipt of the reexamination file

in the group on the PALM terminal and for-
ward the file to the group’s reexamination
clerk, ‘

2. Date stamp the date of receipt in the
group on the reexamination file and the
Docket Register (DR) eard.

3. File the Docket Register (DR) card in

the “Awaiting Assignment to Examiner” sec-
tion of the files,

4. Charge file to the supervisory primary
examiner of the group art unit indieated on
the reexamination file on the PALM terminal
and forward the file to the supervisory pri-
mary examiner. _

5. The supervisory primary examiner
promptly reviews the subject matter of -the
patent in which reexamination was requested
and either transfers the request file (which
should rarely occur) or assigns it to a primary
examiner. The primary examiner is informed
and the request file is returned to the group’s
reexamination clerk for posting of Serial Reg-
ister and Docket Record cards and entry of
the examiner’s name into PALM,

8. At about 6 weeks after the filing of the re-
quest, the request file should be given to the ex-
aminer and charged to him or her on PALM,

7. The primary examiner then drafts a deci-
sion on. the rquest and returns it to be typed
on & “special” basis, normally within 8 weeks
after the ﬁlin%date of the request.

8. The typed decision is forwarded to the pri-
mary examiner for signature. After signing, the
file 1s returned to the group clerical umt for
mailing and PALM update, normally within 10
weeks after the filing date of the request.

The initial reexamination files are regular
patent application files which have orange tape
applied to the face. In the future the reex-
amination file wrappers will be of an orange
color for easy identification.

2234 Entry of Amendments [R=7]

Amendments which comply with 37 CFR1.121
(f) are entered in the reexamination file wrap-

- (
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r in much the same way as amendments in re- -

Issue . applications. - An amendment is given a
Paper No. and is designated by consecutive let-
ters of the elphabet (A,B,C, etc.). Inserts
may be placed in the original patent text by
using carets at the a,pprophriabe indicated col-
umn and line, together with the amendment al-
habetic letter and number. (ie., B3, C2, etc.)
Beletions will be indicated by inserting square
brackets [] around the deleted material to-
ther with an indication of the amendment

etter and number,
Although amendments will be entered for
of examination, the amendments are

purposes : S &
“not legally effective until the certificate 1s is-

sued.

2235 Record Systems [R-7]
Parm—MONITORING SYSTEMS

The Patent Access and Location Monitoring
{PALM) system is used to support the reexam-
ination process. The sections below delineate
PALM related activities.

1. Reewamination File Data On PALM—The
routine PALM retrieval transactions are used
to obtain data on reexamination files. The user
keys in the retrieval transaction code (2952,
2062, etc.) the reexaminstion series code (90)
and the reexamination control number, Almost
all data displayed for reexdmination files has
the same meaning as for re%;;l&r patent applica-
tions. Two changes should be noted. In the first
named aggiicant location (normally upper left
eorner, abbreviation APPL) the patent number
being reexamined will appear for reexamina-
tion files. For a patent undergoing reexamina-
tion the number of the proceeding can be deter-
mined on the 2953 retrieval screen. The perti-
nent reexamination number(s) will appear in
the “Details” section of the screen 23 a six digit
number preceded by an “R”. If no “R” number
is present then no reexamination has been filed.

- 9. Reewamination File Location Control—The
location of a Reexamination file is monitored in
the same manner as regular patent application
files. All PALM transactions are equally ap-
plicable to regular patent applications and re-
examination files,

3. Patent File Location Control—The move-
ment of patent files related to requests for reex-
amination throughout the Office is monitored by
the PALM system in the normal fashion, With-
in the groups the reexamination file and patent
file will be kept together, from initial receipt
until the reexamination is assigned to an ex-
aminer for determination. At this point the
patent file will be charged to the examiner as-
signed the reexamination file (use transaction
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1036) and will be kept in the examiner’s room

until the proceeding is terminated. After the re-

examination proceeding has been terminated,

the patent file should be returned to the Record

Room. Patent Issue Division will forward the

lf'ieexamination file after printing of the certi-
cate. .

4. Reporting Events to PALM—The PALM
system 1s used to monitor major events that take
place in processing reexamination proceedings.
During initial processing all major pre-ex parte
examination events are reported. During the ex
parte phase the mailing of examiner’s actions
are reported as well as owner’s responses there-
to. The group reexamination clerk is responsi-
ble for reporting these events using the bar code
reader (BCR) initinted 2920 cathode ray tube
(CRT) update screen display. Thus, as & gen-
eral rule, the reexamination clerk will report to
PALM, if appropriate, when the reexamination
serial register (SR) card is updated. The events
that will be reported are as follows:

Determination Mailed—Denial of request for
reexamination.

Determination Mailed—Grant of request for
reexamination.

Petition for reconsideration of determination
received. ‘ ‘

Decision on petition mailed—Denied.

Decision on petition mailed-—Granted.

Owner response to determination received,

Requester response to determination received.

The mailing of all examiner actions.

The receipt of owner’s responses to examiner’s
actions and Office receipt date.

Each of these events, as well as additional
events reported by the Reexamination Preproc-
essing Ulpitit will be permanently recorded and
displayed in the “Contents” portion of PALM.
In addition, status representative of these events
will also be displayed.

5. Status Report—Various weekly “tickler”
reports can be generated for each gro%p given
the event reporting discussed above. The pri-
mary purpose of these computer outputs is to
assure that reexaminations are, in fact, proc-
essed with “special dispatch.” ,

PALM Reports—A number of automated re-
ports generated from the PALM system will be
provided to the groups at the beginning of each
week. These reports will generally serve to indi-
cate to the groups when certain deadlines are
approaching. Bach report will be subdivided by
group and will arrange the requests listed in
control number sequence. The following reports
have been identified.

Requests not recetved within one month in
group—This report will serve to indicate to a
group those requests assigned to it for which
preprocessing has not been eompleted and which
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oup. This re-
rt will provide an indicator of future work-
oad as well as identify potential, problem strag-
Ters,
. Unageigned Request—This report will serve
to highlight those requests which have not been
assigned to an examiner by the six week anni-
versary of their filing. Requests appearing on
this report should be located and docketed im-
mediately.

Requests Which Should Be Taken Up For
Determination—This report will list those re-
quests which have been assigned to an examiner
and in which no determination has been mailed
and the six week anniversary of their filing is
past. Requests on this report should be taken up
for determination by the examiner.

Requests For Which Determinations Should
Be Prepared-This report will list those re-
quests which have been assigned to an examiner
and in which no determination has been mailed
and the two month anniversary of their filing
is past. Determinations for requests on this re-
port should be in the final stages of preparation.

*Requests For Which Determinations Should
Be Mailed—This report will list those requests
which have been assigned to an examiner and
in which no determination has been mailed and
the ten week anniversary of their filing is past.
Determinations for requests on this report

- should be mailed immediately.

*Overdue Determination—This report will
list those requests in which no determination
has been mailed and the three month anniver-
sary of their filing is past. This report should
always be zero. :

Overdue Petition For Reconsideration of
Deninl —This report will list those requests in
which the determination denied reexamination
and no petition has been received and six weeks
have passed since the determination was mailed.
Requests on this report should be terminated.

Overdue Owner Response To Determina-
tion—This report will list those requests in
which the determination ordered reexamination
and the owner has not filed a response and ten
weeks have passed sinee the mailing of the de-
termination. These requests should be taken up
for immediate ex parte action by the examiner.

Overdue Regquester Response To Determina-
tion—This report will list those requests in
which a proper owner statement was received
and no requester reply has been received and
ten weeks have passed since the receipt of the
owner response. These requests should be taken
up for immediate action.

* Qverdue First Ex Parte Action—This re-
port will list those requests in which reexam-
ination has been ordered and a first action has
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not been mailed and six weeks have passed
since the request became available for ex parte
grosecution. These rqu:tests should be taken up

or immediate action by the examiner.

* Overdue Second And Subsequent Action——
This report will list those reexaminations which
are up for second or subsequent action by the
examiner and no such action has been mailed
and six weeks have passed since the patent own-
er’s response was received by the Office.

- * Overdue Certificates—This report will list
those requests in which s Notice of Intent to
Issue a Reexamination Certificate has been
mailed and three months have passed since its
mailing and no issue date has been assigned.

* Requests With Prolonged Prosecution—
This report will list those requests which have
not matured into a certificate and fifteen onths
have passed since the date of filing.

* Asterisk items require immediate action and
followup, if appropriate.

6. Historical Reporting—A variety of his-
torical reports are possible given the event re-
cording described above, Thus such statistics as
the number of requests filed and determinations
made in a specified period or number or kind of
reexaminations in which an appeal was filed
can be made available,

2236 Assignment of Reexamination
[R-7]

Reexamination requests should normally be
assigned to the art unit which examines the
class and subclass in which the patent to be re-
examined is classified as an original and to the
primarv examiner most familiar with the
claimed subject matter of the patent. Where no
knowledgeable primary examiner is available,
the reexamination may be assigned to an assist-
ant examiner. Tn such an instance the supervis-
ory primary examiner must sign all actions
and take responsibility for all actions taken.

2237 Transfer Procedure [R~7]

Although the number of reexamination re-
quests which must ba transferred should be
very small, the following procedures have been
established for an expeditious resolution of any
such problems. :

No transfer inquiry forms (PTO-447A)
should be used in reexamination situations. All
reexamination requests in which a transfer is
desired must be hand carried with the docket
record card and patent file by the supervisory
primary examiner to the supervisory primary
examiner of the group art unit to which a
transfer is desired. Any conflict which cannot
be resolved by the supervisory primary examin-

-« (
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> ers will be resolved by the group directors in-

-

volved. i )
If the reexamination request is accepted in
the “new” art unit, the “new” supervisory pri-
mary examiner assigns the request to an ex-
aminer and the “new” group’s reexamination
clerk marks the Docket Record ﬂ)\@ and Serial

Register (SR) cards and PA in the re-
quest.

2238 Time Reporting [R-7}

A, Clerical time report

Both the Program Management System
(PMS) and Payroll systems now used to moni-
tor clerical time have been modified to report
reexamination activities. During the start-up
phase of reexamination, Code 1190-50-00-01
should be used to report to PMS. Similarly
Project Code 119050 should be used to report
start-up time to the Payroll system, These codes
should be used for such activities as training,
setting up card files, and obtaining supplies.
Time devoted to processing actual reexamina-
tion files in the groups should be reported using
PMS Code 1190-50-00-01 and Project Code
119051, It should be noted that all clerical time
consumed by reexamination activities must be
reported in the above manner. Suegl dact}i{vities
as supervision, copying, typing and docketing
should be included. & png

B. Professional time reporting

Reexamination fees are hased on full cost

recovery and it is essential that all time ex-
pended on reexamination activities be reported
accurately. Thus, directors, supervisory patent
examiners and board members as well as exam-
iners should report time spent on reexamina-
tion on their individual Time and Attendance
Report (PTO-1411) using the following Proj-
ect Codes:

119050—Used to report all training and
start-up activities,

119051—Used to report all activities related
to a specific reexamination proceed-
ing up until the time ex parte
prosecution is begun.

119052—Used to report all activities related
to a specific reexamination proceed-
ing from the time it is taken up for
first, ex parte, action until the issu-
ance of a certificate takes place.

Examiners and SPE’s will use the above
codes to report their time for reexamination
activities on the Examiner’s Bi-Weekly Time
Worksheet (PTO-690E) by making appropri-
ate entries in the Item 16 space. Time reported

2239

using codes 119050, 119051 and 119052 will also -~

be reported in the Examiner Production Sys-
tem as “Other” time.

2239 Reexamination Ordered at the

Commissioner’s Initiative
[R-7]

37 OFR 1.520 Reecamination at the inttictive of the
Commissioner. The Commissioner, at any time during
the period of enforceability of a patent, may determine
whether or not a substantial new guestion of patent-
ability is raised by patents or printed publications
which have been discovered by the Commissioner or
whick have been brought to the Commissioner's atien-
tior even though no request for reexamination has been
filed in pecordance with § 1.510, The Commissioner may
initiate reexamination without a request for reexam-
ination pursuant to § 1.510. Normally requests from
outside the Patent and Trademark Office that the Com-
missioner undertake reexamination on his own initia-
tive will not be considered. Any determination to ini-
tiate reexamination under this section will become a
purt of the official file of the patent and will be given
or matled to the patent owner at the address as pro-
vided for in §1.33(c).

The Commissioner may initiate reexamina-
tion without a request being filed and without
a fee being paid. Such reexamination may be
ordered at any time during the period of en-
forceability of the patent.

The decision to order reexamination at the
Commissioner’s initiative is normally made by
the Deputy Assistant Commissioner for Patents
after a review of all the facts concerning the
patent. It may be made by the Commissioner of
Patents and Trademarks, Deputy Commission-
er or Assistant Commissioner for Patents, The
number of such Commissioner initiated orders
13 expected to be very small.

If an Office employee becomes aware of an
unusual fact situation in a patent which he or
she considers to clearly warrant reexamination,
& memorandum setting forth these facts along
with the patent file and any prior art patents or
printed publications, shoulg be forwarded to
the Deputy Assistant Commissioner for Patents
through the supervisory chain of command.

If an order to reexamine is to be issued, the
decision is prepared and signed by the Deputy
Assistant Commissioner for Patents and the
patent file is forwarded to the Reexamination
Preprocessing Unit for preparation of the re-
examination file and Official Gazette notice.

The decision to order reexamination made in
the Office of the Deputy Assistant Commis-
sioner for Patents is not mailed by that Office.
The Reexamination Preprocessing Unit, once
the reexamination file has been prepared and the
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Control Number assigned, will mail the decision
letter to the patent owner. Prosecution will then
proceed without further communication with
anyone but the owner.

If the Deputy Assistant Commissioner for
Patents refuses to issue an order for reexamina-
tion, no record of any consideration of the mat-
ter will be placed in the patent file and the
patent owner will not be notified. ‘

The Commissioner will not normally consider
requests to order reexamination at the Commis-
sioner’s initiative received from members of the
public. If a member of the public desires re-
examination, a request and fee should be filed in
accordance with § 1,510,

2240 Decision on Request [R-7]

35 U.8.C. 303, Determination of issue by Commis-
sioner. (a) With_in three months following the filing of
a request for reexamination under the provisions of
seetion 802 of thig title, the Commissioner will deter-
mine whether & substantial new question of patentabil-
ity affecting any claim of the patent concerned is raised
by the request, with or without congideration of other
patents or printed publieations. On his own inftiative,
end any time, the Commissioner may determine
whether a substantial new guestion of patentability is
raised by patents and publications discovered by him
or cited under the provisions of gection 301 of this title.

(b) A record of the Commissioner’s determination
under subsection (&) of this section will be placed in
the official file of the patent, and a copy promptly will
be given or mailed to the owner of record of the patent
and to the person requesting reexamination, if any.

(¢) A determination by the Commissioner pursuant
to subsection (a) of this seetfon that no substantial
new question of patentability has been raised will be
final and nonappealable. Upon such a determination,
the Commissioner may refund a portion of the reexami-
nation fee required under section 302 of this title,

87 OFR 1.513. Determinetion of the request for
reeapmination. (a) Within three months following the
filing date of a request for reexamination, an examiner
will consider the reguest and determine whether or not
a substantial new question of patentability affecting
any claim of the patent is raised by the request and the
prior art cited therein, with or without consideration
of other patents or printed publications. The examiner’s
determination will be based on the elaims in effect at
the time of the determination and will become a part of
the official file of the patent and will be given or mailed
to the patent owner at the address as provided for in
§ 1.33(c) and to the person requesting reexamination.

(b) Where no substantial new question of patent-
ability has been found, a refund of a portion of the fee
for requesting reexamination will be made to the
requester in accordance with § 1.26(e).

{¢) The reguester may seek review by a petition to
the Commissioner under § 1181 within one month of
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ing reexamination. Any such petition must comply with
§ 1L.181(b). If no petition is timely filed or if the deci-
sion on petition affirms that no snbstantial new ques-
the mailing date of the examiner's determination refus-
tion of patentability has been raised, the determination
shall be final and nonappealable. ’

Prior to making a determination on the re-
quest for reexamination, the examiner must
review ‘the litigation records maintained in the
Law Library to check if the patent has been, or
18, involved in litigation, The “Search Notes”
box on the reexamination file wrapper should
be noted to indicate that the review was con-
ducted and the results thereof. A notation such
as “litigation search, no records” or “litigation
search, 300 USPQ 1 noted”, along with the date
and examiner’s name should be indicated, If the
patent is or was involved in litigation, and a
paper referring to the court proceeding has been
filed, reference to the paper by number should
be made in the “Search Notes” box as “litiga~
tion, see paper #1C”. If g litigation records
search is already noted on the file, the examiner
need not repeat or update it,

If litigation has concluded or is taking place
in the patent on which a request for reexamina-
tion has been filed, the request must be promptly
brought to the attention of the group director,
who must approve the decision on the request
and any examiner’s action. :

An appropriate review of litigation records
in the Law Library includes che»cking the fol-
lowing sources: (1) the card file of “pending
patent suits”; (2) the card file of “decisions
rendered” and (3) Shepard’s United States
Citations in the volumes containing “Patents”.
All volumes and supplements issued after the
patent date should be checked. See also §§ 2207
and 2242, '

35 U.S.C. 308 requires that the Commissioner
determine whether or not a “substantial new
question of patentability” affecting any claim
of the patent of which reexamination is de-
sired, is raised in the request within a time pe-
riod of three months following the filing date of
a request, See also § 2241. Such a determination
may be made with or without consideration of
other patents or printed publications in addi-
tion to-those cited in the request. No input from
the patent owner is considered prior to the de-
termination unless the patent owner filed the
request.

The claims in effect at the time of the deter-
mination will be the basis for deciding whether
@ substantial new question of patentability has
been raised. (§ 1.515(a)). Amendments which
have been presented with the request if by the
patent owner or which have been filed in a
pending reexamination proceeding in. which

-«

the certificate has not been issued, or amend-

< )



rb—-

Lo

CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS

ments which have been submitted in a reissue
application on which no reissue patent has been
issued, will not be considered or commented
upon when deciding requests. .

The decision on the request for reexamination
has as its main object either the granting or
denial of an order for reexamination. This de-
dision is based on whether or not “a substantial
new question of patentability” is found. The
final decision as to unpatentability will be made
during any reexamination proceedings, Accord-
ingly no prima facie case of unpatentability
need be found to grant an order for reexamina-
tion. It must be noted, however, that a decision

to deny an order for reexamination is equiva- .
lent to a holding that the patent claims are pat-

entable over the cited prior art. See §2242
where there have been prior decisions relating
to the patent.

Tt is only necessary to establish that a sub-
stantial new question of patentability exists as
to one of the patent claims to order reexamina-
tion. In a reexamipation, normally all patent
claims will be reexamined. However, where
there has been a prior federal court decision as
to some claims, see § 2242. The decision should
discuss all patent claims in order to inform the
patent owner of the examiner’s position so that
a response thereto may be made in the patent
owner’s statement.

The examiner should indicate insofar as
possible, his or her initial position on all
the issues identified in the request or by the re-
quester so that comment thereon may be re-
ceived in the patent owner’s statement and in
the requester’s reply. However, the examiner
should not reject claims in the order for
reexamination.

Where doubts exist, all guestions should be
resolved in favor of granting the request for
reexamination.

‘Where a reexamination is pending at the time
a second request for reexamination is to be de-
cided, see § 2283.

2241 Time for Deciding Request
[R-7]

The determination whether or not to reexam-
ine must be made within three months followin
the filing date of a request. See 35 U.8.C. 303 (a,i
and 37 CFR 1.515(a). The examiner should pic
up a request for decision about six weeks after
the request was filed, The decision should be
mailed within 214 months of the filing date of
the reguest. A determination to reexamine may
be made at the initiative of the Commissioner at
any. time during the period of enforceability of
% 51f;gtent. See 35 U.S.C. 303(a) and 37 CFR

2242
2242 C(riteria for Deciding Request
[R-7]
SUBSTANTIAL NEW QUESTION OF
PATENTABILITY

The presence or absence of “a substantial
new question of patentability” determines
whether or not reexamination is ordered. The
meaning and scope of the term “a substantial
new question of patentability”™ is not defined
in the statute and must be developed to some
extent on a case-by-case basis. In making a
determination whether or not “a substantial
new question of patentability” is present the
examiner must consider the materiality of the
prior art patents and printed publications to
the claims of the patent for which reexamina-
tion is requested. If the prior art patents and

rinted publications are material to the exam-
ination of at Jeast one claim of the patent, then
a substantial new question of patentability is
present, unless it is clear to the examiner that
the same guestion of patentability has already
been decided by a federal court or by the Office
either in the original examination or an earlier
concluded reexamination.

A prior art patent or printed publication
is material to the examination of a claim of
the patent where there is a substantial likeli-
hood that a reasonable examiner would consider
the prior art patent or printed publication im-
portant in deciding whether or not the claim is
patentable. Thus, in making the determination
on the request the examiner should consider the
materiality of the prior art patents and/or
printed publications and, if they are found to
be material, should find “a substantial new ques-
tion of patentability” unless the same question
of patentability has already been decided as fo
the claim by the Office or a federal court. For
example, the same question of patentability may
have already been decided by the Office where
the examiner finds the additional prior art
patents or printed publications are merely cu-
mulative to similar prior art already fully con-
sidered by the Office in 2 previous examination
of the claim.

For “a substantial new question of patentabil-
ity” to be present it is 01?]3? necessary that (1)
the prior art patents and/er printed publica-
tions be material to the examination of at least
one claim and (2) the same question of patent-
ability as to the claim has not been decided by
the Office in a previous examination or by the
federal courts In a decision on the merits in-
volving the elaim. It is not necessary that a
“prima facie” case of unpatentability exist
as to the claim in order for “a substantial
new question of patentability” to be present
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as to the claim. Thus, “a substantial new
question of patentability” as to a patent
claim could be present even if the examiner
would not necessarily reject the claim as either
fully anticipated by, or obvious in view of, the

rior patents or printed publications. The dif-
?erence between “a substantial new question of
patentability” and a “prima facie” case of un-
patentability is important.

In order to further clarify the meaning of “a
substantial new question of patentability” cer-
tain situations are outiined below which, if
present, should be considered when making a de-
cision as to whether or not “s substantial new
question of patentability” is present.

POLICY IN SPECIFIC SITUATIONS

1. Prior Favorable Decisions By The Pat-
tent and Trademark Office On The Same or
Substantially Identical Prior Art In Rela-
tion To The Same Patent

If the Office has previously decided the same
(Iluestion of patentability as to a patent claim
avorable to the patent owner based on the same
or substantially identical prior art patents or
printed publications it is unlikely that “a sub-
stantial new question of patentability” will be
present absent a showing that material new ar-
guments or interpretations raise “a substantial
‘new question of patentability”. Material new
arguments or interpretations can raise “a sub-
stantial new question of patentability” as to
prior art patents or printed publications already
considered by the Office. Flowever, the “substan-
tial new question™ requirement would generally
raean that any argument presented which has
been already decided by the Office as to a partic-
ular claim would not raise *a substantial new
question of patentability” as to that claim.

2. Prior Adverse Decisions B?r The Office
On The Same Or Substantially Identical
Prior Art In The Same Patent

A prior decision adverse to the patentability
of a claim of a patent by the Office. based upon
prior art patents or printed publications would
usually mean that “a substantially new question
of patentability” is present. Such an adverse
decision by the Office could arise from a reissue
application which was abandoned after rejec-

tion of the claim and without disclaiming the
" patent claim.

3. Prior Adverse Reissue Application Final
Decisions By A Commissioner Or The Board
of Appeals Based Upon Grounds Other Than
Patents or Printed Publications

Any prior adverse final decision by a Commis-
sioner, or the Board of Appeals, on an applica-
tion seeking to reissue the same patent on which
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reexamination is requested will be considered by
the examiner when determining whether or not
a “substantial new question of patentability” is
gresent. To the extent that such prior adverse
inal decision was based upon grounds other
than patents or printed publieations the prior
adverse final decision will not be considered in
determining whether or not a “substantial new
guestien of patentability” is present. If a prior

nal decision by the Board of Appeals in ' re-
issue application affirmed the rejection of patent
claims on grounds other than patents or printed
publications, or if the Commissioner has
stricken a reissue application pursuant to 87
CFR 1.56(d) because of fraud in obtaining the
original patent, such information will be noted
on the cextificate.

4. Prior Favorable or Adverse Decisions on
the Same or Substantially Identical Prior
Patents or Printed Publications in Other
Cases Not Invelving the Patent.

While the Office would consider decisions in-
volving substantially identical patents or
printed publications in determining whether a
“substantial new question of patentability” is
raised, the weight to be given such decisions
will depend upon the circumstances. For ex-
ample, if the Office has used the same or substan-
tially identical prior art to reject the same or
similar claims in another application or patent
under reexamination, this would be considered
as being material in making a determination.
Similarly, if a foreign patent office or a foreign
court has used the same or substantially identi-
cal prior art to reject or invalidate the same or
similar claims, this would be considered as being
material in making the determination. Like-
wise, if & United States Court has invalidated
similar claims in another patent based on the
same or substantially identical prior patents or
printed publications, this would be considered
as being material in making the determination.
Favorable decisions on the same or substantially
identical prior patents or printed publications
in other cases would be considered, but would
not be controlling. '

POLICY WHERE A FEDERAL COURT
DECISION HAS BEEN ISSUED ON
THE PATENT

If a federal court decision on the merits of a
patent is known to the examiner at the time the
determination on the request for reexamination
is made, the following guidelines will be fol-
lowed by the examiner, whether or not the per-
son who filed the request was a party to the
litigation

(1) No substantial new question of patent-
ability will be found based on (1) the same

-

et



CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS

prior art which was before the federal court;
(2) prior art which is merely cumulative to
that which was before the court; and (3) issues
which were actually resolved on the merits by
the court. o

(2) In making the determination the exam-
iner “will compare the prior art and issues
raised in the request with the prior art before
the federal court and the issues resolved on the
merits by the court, without regard to either
the finality of the court decision or whether the
claims were held valid or invalid. ‘

(83) Where the claims were 2ll held invalid
by a federal court decision for any reason no
substantial new question of patentability will
be found. )

(4) Where claims have been held valid by
the federal court, reexamination will be ordered
by the examiner if (1) additional prior art is
relied on which is not merely cumulative to
that before the court; (2) the additional prior
art raises issues which were not resolved on the
merits by the court; and (8) the additional
prior art is material to the examination of at
least one claim.

(5) Where the patent contains claims in ad-
dition to those upon which the federal court
ruled, reexamination will be ordered if (1) 2
substantial new question of patentability as to
those additional claims is present and (2) the
same question was not resolved by the eourt in
its decision.

(6) [Vacated]

(7). "All determinations on requests for re-
examination which the examiner makes after
a Tederal court decision must be approved by
the examining group director.

Prior Decisions By A Federal Court On
The Same Or Substantially Identical Prior
Art In Relation Te The Same Patent

A, decision on the merits by a federal court
will normally be controlling as to whether or
not “g substantial new question of patentability”
exists on the same, or substantially the same,
prior art. Thus, the Office will not find a “sub-
stantial new question of patentability” to be
present where the patent owner had obtained a
decision, either favorable or adverse, in a federal
court on the same or substantially identieal prior
art. Furthermore, the Office will not find “a sub-
stantial new question of patentability” to exist
where such a question has actually been resolved
by a federal court on the merits.

Cramms Herp Varm

Where additional prior art is relied upon in
the request, and claims were held valid by the
court, consideration will be given as to whether
or not the additional prior art is merely cumula-
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tive. If the prior art is merely cumulative, no
substantial new question of patentability is pres-
ent. However, if the additional prior art is not
cumulative, consideration will be given as to
whether or not the additional prior art presents
a substantial new question of patentability.

Azn Cramms INvALID

Where a federal court decision has held all of
the claims in the patent to be invalid for any
reason, no substantial new question of patent-
ability will be found by the Patent and Trade-
mark Office, even if material additional prior art
is presented in a request. Since a federal court
has already decided that the patent claims are
invalid, no reason is seen for using Office re-
sources to consider the matter further. The Of-
fice will give full faith and credit to the court
decision. Reexamination should bhe denied as
there is no substantial new question of
patentability.

Orry Some Crarms Invarm

Where a request for reexamination has been
filed in a patent in which a federal court deci-
sion has been issued holding less than all of the
claims invalid, only those claims not held invalid
will be eonsidered to determine if “a substantial
new question of patentability” is present.

If reexamination is ordered, the reexamina-
tion will only be made as to those claims not held
invalid by the court deeision. The claims held
invalid by the court decision will not be re-
examined and the order and certificate will so
indieate.

Any situations requiring clarification should
be brought to the attention of the Office of the
Assistant Commissioner for Patents.

2243 Claims Considered in Deciding
Request [R~7]

The claims in eflect at the time of the defer-
mination will be the basis for deciding whether
“3 substantial new question of patentability”
is present (§ 1.515(a)). While the examiner
will ordinarily concentrate on those claims for
which reexamination is requested, the finding
of “a substantial new question of patentabil-
ity” can be based upon a claim of the patent
other than the ones for which reexamination
is requested. For example, the request might
seek reexamination of particular claims, but
the examiner is not limited to those claims and
can make a determination that “a substantial
new question of patentability” is present as to
other claims in the patent without necessarily
finding “a substantial new question” with re-
gard to the claims requested. If a substantial
new question of patentability is found as to any

Rev. 9, Sept. 1982



2244

claim, reexamination will be ordered and will
normally cover all claims except where some
claims have been held invalid in a federal court
decision on the merits. The decision should
discuss all patent claims in order to inform the
patent owner of the examiner’s position, See
§ 2242 for patent claims which have been the
subject of a prior decision, Amendments or new
claims will not be considered or commented
upon when deciding a request.

2244 Prior Art on Which the Determi-
nation Is Based [R-7]

The determination whether or not “a sub-
stantial new question of patentability” is pres.
ent can be based upon any prior art patents or
printed publications. Section 303(a) of the stat-
ute and 37 CFR 1.515(a) provide that the de-
termination on a request will be made “with or
without consideration of other patents or
printed publications,” i.e., other than those re-
lied upon in the request. The examiner is not
limited in making the determination to the pat-
ents and printed publications relied upon in the
request. The examiner can find “a substantial
new question of patentability” based upon the
prior art patents or printed publications relied
upon in the request. a combination of the prior
art relied upon in the request and other prior
art found elsewhere, or based entirely on dif-
ferent patents or printed publications. The pri-
mary source of patents and printed publications
used in making the determination are those
relied upon in the request. However, the exam-
iner can also consider the prior art of record in
the patent file from the earlier examination or
a reexamination and any patents and printed
publications of record in the patent file from
submissions under 37 CFR 1.501 which are in
compliance with 37 CFR 1.98 in making the
determination. If the examiner believes that ad-
ditional prior art patents and publications can
be readily obtained by searching to supply any
deficiencies in the prior art cited in the re-
quest the examiner can perform such an addi-
tional search. Such a search should be limited
to that area most likely to contain the deficieney
of the prior art previously considered and
should be made only whers there is a reasonable
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likelihood that prior art can be found to supply

any deficiency necessary to “a substantial new
question of patentability”.

The determination should be made on the
claims in effect at the time the decision is made

(37 CFR 1.515(a) ).
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Any question as to whether a substantial new
question of patentability exists should be re-
solved in favor of granting the request for re-
examination.

2245 Processing of Decision

[R-7]

After the examiner has prepared the decision
and proofread and signed the typed version, the
reexamination file and decision are given to the
group’s reexamination clerk for processing.

The reexamination clerk then prints the head-
ing on the decision by using the computer ter-
minal and makes 3 copies of any prior art docu-
ments not already supplied by or to the patent
owner or requester, if the request was made by
a party other than the patent owner, If the
patent owner filed the request, only 2 copies are
required.

A copy of the decision is then mailed to the
requester and the patent owner, along with any
original signed copy of the decision and a copy
of any prior art enclosed is made of record in
the reexamination file.

The record cards are updated and the file is
returned to the special storage area in the exam-

ining group.

2246 Decision Ordering Reexamina-
tion [R-7]

3§ U.8.C. 304 Rcezamination order by Commis-
sioner. If, in a determination made under the provi-
sions of subsection 303(a) of this title, the Commis-
sioner finde that a substantial new question of
patentability affecting any claim of a patent is raised,
the determination will include an order for reexami-
nation of the patent for resolution of the question, The
patent owner will be given a reasonable period, not less
than two months from the date a copy of the determi-
nation is given or mailed to him, within which he
may file a statement on such question, including any
amendment to his patent and new claim or claims he
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- may wish to propose, for consideration in the reexami-

nation. If the patent owner files such a statement,
he promptly will serve a copy of it on the person who
has requested reexamingtion under the provisions of
gection 802 of this title, Within 2 period of two months
from the date of service, that person may file and have
considered in the reexamination a reply to any state-
ment fled by the patent owner. That person promptly
will serve on the patent owner a copy of any reply
filed.

87 OFPR 1.525. Order to reexemine. (a) If a sub-
gtantial new question of patentability is found pur-
saant to §§ 1515 or 1.520, the determination will in-
clude an order for reexamination of the patent for
resolution of the guestion. If the order for reexamina-
tion resulted from a petition pursuant to § 1.515{e),
the reexamination will ordinarily be conducted by an
examiner other than the examiner responsible for the
initial determination under § 1.515(a).

(b} If the order for reexaminafion of the patent
mailed to the patent owner at the address as provided
for in § 1.82(c¢) is returned to the Office undelivered,
the notice published in the Officicl Gozetie under
§ 1.11(¢) will be considered@ to be constructive notice
and reexamination will proceed.

1f the request is granted, the examiner will
conclude that a substantial new question of
patentability has been raised by identifying all
claims and 1ssues, the patents or printed publi-
cations relied on, and a brief statement of the
rationale supporting each new question. In a
simple case, this may entail adoption of the rea-
sons provided by the requester, The references
relied on by the examiner should be cited on a
PTO-892, and a copy of the reference supplied
only where it has not been previously supplied
to the owner and requester.

The decision granting the request is made on
a decision form and will remind the owner and

requester of the statutory time periods that they

have in which to respond.

Upon determination that a substantial new
question of patentability is present, either pur-
suant to a request under 356 U.S.C, § 302 and

L>— §§1.515 or a sua sponte determination under 35
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U.S.C. §303(a), second sentence, and § 1.520,
the Commissioner issues an order to reexamine.
The statutory wording is that:

['T}he determination [that a substantial new gues-
tion of patentability is raised] will include an order
for reexamination of the patent for resolution of the
guestion. [35 U.8.C. § 304, firgt sentence) '

If the request is granted, the examiner must
identify at least one substantial new question
of patentability and explain how the prior art
patents or printed publications raise such a
question. The examiner should indicate insofar
as possible, his or her initial position on all the
issues identified in the request or by the re-
quester (without rejecting claims) so that com-
ment thereon may be received in the patent
owner’s statement and in the requester’s reply.
The prior art relied upon should %e listed by the
examiner on a form PT0-892 if it is not already
listed on a form PT0-1449 by the requester.

If arguments are presented as to grounds not
based on prior patents or printed publications,
such as those based on public use or sale, aban-
donment under 102(c) the examiner should note
that such ground’s are improper for reexamina-
tion and are not considered or commented upon.
See 37 CFR 1.552(¢).

Copies of any patents or printed publications
relied upon, which have not been previously
supplied to the owner and requester, should be
included with the deeision. _

The decision granting a request must set
forth the time periods for the patent owner and
requester to file their statement and any reply
thereto.

The patent owner has no right to petition
or request reconsideration of a decision to grant
a request for reexamination.

Any prior art citations under § 1.501 sub-
mitted after the date of the decision on the
order should be retained in a separate file by the
reexamination clerk and stored until the re-
examination proceeding is terminated, at which
time the prior art citation is then entered of
record on the patent file,

Rev. 7, July 1881
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UMNITED STATES DEPARTMENT QOF COMMERCE
Patent and Trademark Office

Address : COMMISSIONER OF PATENTS AND TRADEMARKS
Wastington, D.C. 20231

REELAM CONT NO |FILING DATE| PATENT UNDER REEXAMINATION [ATTORNEY DOCKET NO
20/000016 7/02/81 4,444,444 0803071

r =1 EXAMINER

' William Dyre V. D. Turner
2400 Jefferson Davis Highway MTUNT”“ EEERNUMBER
Arlington, Va. 22222 ]

' 125 5

(?atent owner's correspondence address) MTEMMLEgEP 141981

The request for reexamination has been considered. Identification of the cliaims,
the references relied on, and the rationale supporting the determination are attached.

Attachment (s) : ] »ro-s92 [] pro~1449 [] other
ORDER:

R ——

1. E}Thexequest for reexamination is GRANTED.
FESPONSE TIMES ARE SET 10 EXPIRE AS FOLLOWS:

For Patent Owner's Statement:
TWO MONTHS fram the date hereof, 37 C.F.R. 1.530(b}.

For Requester's Reply:
THO MONTHS from the date of service of any patent cwner's statement, 37 C.F.R. 1,535,

Motes: If the patent owner does not file a timely statement under 37 C.F.R. 1,530(b), no reply
from the reexamination requester will be considered. 37 C.F.R. 1.535.

The patent owner must submit, on a separate paper, the names of the attorneys or agents
(mx@m;mof three) Mﬁchthemrdesixestornvéprinmdmthemmxﬁmtjm
certificate. If no names are submitted, none will appear on the certificate.

2. B The request for reexamination is DENIED.

This decisicon is not appealable, 35 U.5.C. 303(c}. Requester may seek review by a petition to
the Comissioner within one month fram the mailing date hereof. 37 C.F.R. 1.515(c),

In due course, a refund of §1200.00 will be made[ by treasury check ar{_ ] by credit to
aﬁ;pgsétcwmz)mr _ to the requester listed below unless notified otherwise.

John Doe

12 Seemore Street

New York, New York 10001
(requester's correspondence address)
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90/000016
DECISION

A substantial new guestion of patentability affecting claims 1-4 of
United States patent number 4,444,444 to Smith is raised by the

reguest.

The request indicates the requester considers that claims 1-3 of
Smith are fully anticipated by the prior art patent document of

Berridge under 35 U.S5.C. 102.

It is agreed that the consideration of the Berridge patent document
raises a substantial new guestion of patentability as to claims 1-3
of the Smith patent since the Berridge patent document is clearly
material to the examination of the claims of the Smith patent as

pointed out in the reguest.

The Swiss patent to Hotopp and the "American Machinist® prior art
documents do not raise a substantial new guestion of

patentability as to claim 4 of the Smith patent and are not material
because these prior art documents are considered to be substantial
equivalents to the German patent number 7777 of December 25, 1917 to
Hotopp and the "Popular Mechanics“Kmagazine articJe of April 1, 1924
considered by the examiner during the initial prosecution of "the
application which resulted in the Smith patent. Claim 4 wili,

however, be reexamined along with all the other claims in the Smith

Primary Examiner
Art Unit 125

patent.

5R5 Rev. 7, July 1981
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> 2247 Decision on Bequest for Reex-

amination Denied [R~7]

The request for reexamination will be denied
if a substantial new question of patentability is
not found based solely on patents or printed
publications.

‘If the examiner concludes that no substantial
new question of patentability has been raised
because prior patents or printed publications
are not material to the exemination of at least
one claim (see § 2242}, the examiner should in-
dicate why the claims are clearly patentable in
a manner similar to that used to indicate reasons
for allowance (§ 1302.14). The examiner should
L also respond to the substance of each argument

Bev. 7, July 1081
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raised by the requester which is based on patents
or printed publications. If arguments are pre-
sented as to grounds not based on prior patents
or printed publications, such as those based on
public use or sale, or abandonment under 102
(¢}, the examiner should note that such grounds
are improper for reexamination and are not con-
azid;ared or commented upon. See 37 CFR 1.552
c.
A copy of any denied request and the decision
thereon are made part of the official patent file.
Tf the denial of the request is not overturned
by a petition decision, a refund of $1,200.00 will
be made to the requester under § 1.26(¢) after
the period for petition has expired. '
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W\ | UNITED STATES DEPARTMENT OF COMMERCE
4t Patent and Trademark Office

Address ; COMMISSIONER OF PATENTS\AND TRADEMARKS
Washing:on. D.C. 20234

REEXAN GONT 1O IFILING DATE] PATENT UNDER REEXAMINATION |ATTORNEY DOCKET NO
90/000016 _ 7/02/81 4,444,444 ' 0803071
r : =1 . EXAMINER

William Dyre V. D. Turner

2400 Jefferson Davis Highway ARY UNIT PER NUMBER
Arlington, Va. 22222 J
125 5

(patent owner's correspondence address) m‘rﬁmauggp 14 W8

OFDER GRANTING/DENYING REQUEST FOR REEXAMINATION GROUP 120

The requesﬁ for reexamination has been considered. Identification of the claims,
the references relied on and the rationale supporting the determination is attached.

Attactment(s)s || Pro-ss2 [ ero-1449 [ ] other
ORDER:

W ma——

1. Dm:'aquest for reexamination is GRANTED.
RESPONSE TIMES ARE SET TO EXPIRE AS FOLIOWS:

For Patent Owner's Statement:
WO MONTHS fram the date hareof, 37 C.F.R. 1.530(b}.

For Requester's Reply:
W0 HMONTHS from the date of service of any patent cwner's statement. 37 C.F.R. 1.535,

Notes: If the patent cwner does not file a timely statement under 37 C.F.R. 1.530{b) + N0 reply
fram the reexamination requester will be considered. 37 C.F.R. 1.535, ‘

The patent owner mast submit on a separate paper t}emesofthe&ttmxeyr s or agents
{maximum of three) which u:e'mmr' desires to hav:a printed on the reexamination
certificate, If no names are mumitted, none will appear on the certificate.

2, E{] The request for reexamination is DENIED,

This decision is not appealable. 35 U.8.C. 303{c). Requester may seek review by a petition to
the Commissioner within one month from the mailing date heveof. 37 C.F.R. 1,515(c).

In due course, a refund of $1200.00 will be madelX_Tby treasury check or( ] by credit to

deposit account mnber to the requester listed below unless notified otherwise.
35 U.8.C. 303{c). :

John Doe

‘ié_Seehére Street
New York, New York 10001

(reguester's correspondence address)

587 Rev. 7, July 198%
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90/000016

DECISION

No substantial new guestion of patentability is raised by the

request and prior art cited therein for the reasons set forth below.

The claims of the Smith patent for which reexamination is requested
define the blades to be no longer than 4 inches and the tips of the
blades to be curved. The claims of the Smith patent also define the

dies to be grooved to allow their use for crimping operations.

The prior art patent to Berridge is not material to the examination
of the claims of the Smith patent since the essential features of
the claims of the Smith patent referred to above are not present in

Berridge.

An evaluation of the prior art patent document to Berridge as outlined
in the request does not appear to meet the terms of the Smith patent.
The cutting blades of Berridge are indicated as "being at least six
inches long" and the dies of Berridge have smooth, flat surfaces
used "to flatten bent washers". There is no suggestion in Berridge
that the features claimed by Smith could be present therein and it
would not be cbvious to a person of ordinary skill in the art to so
modify the structure of Berridge. Since the Berridge prior art
patent does not disclose a number of the essential features recited
in the Smith patent to which the request for reexamination ig directed,
the Berridge patent is not material to the patentability of the Smith
patent and no substantial new question of patentability is raised in
view of the Berridge prior art patent ddcument, either taken alone
or in combination with other known prior art documents.

el

Primary Examiner
Art Unit 125
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> 2248 Petition From Denial of Request

- [R-7]

87 OFR 1.515 Determination of the request Jor re-
evamination,

- a L ¢ L]

{¢) The requester may seek review by a petition to
the Commisgioner under § 1,181 within one month of the
meailing date of the examiner’s determination refusing
reexamination., Any such petition must comply with
§ 1,181 (b). If no petitiorn is timely flled or if the deci-
sion on petition afirms that no substantial new guestion
of patentability has been raised, the determination shali
be fins! and nonappealable,

Processing of Petition under 37 OFR 1.515(c)

Once the request for reexamination has been
denied, the reexamination file will be stored in
the group central files to await a petition, If no
petition 1s filed within one (1) month, the file is
forwarded to the Office of Finance for a refund.

If a petition is filed, it is forwarded to the office

of the group director for decision, :

The director’s review will be de novo. Each
decision by the group director will conclude
with the paragraph: -~

“This decisicn is final and noﬁappealatgle.
37 CFR 1.515(¢c). No further communication

on this matter will be acknowledged or .

considered.”

If the petition is granted, the reexamination
file will be returned to the supervisory primary
examiner of the art unit that will handle re-
examination for consideration of reassignment
to another examiner.

Reassignment will be the general rule and
only in exceptional circumstances where no
other examiner is available and capable to give
a proper examination will the case remain with
the original examiner. If the original detér-
mingtion is signed by the supervisory primary
examiner, the reexamination ordered by the
director will be assigned to a primary ex-
aminer.

The requester may seek review of a denial
of a request for reexaminstion by petitioning
the Commissioner under §§ 1.515(c) and 1,181
within one month of the mailing date of the
decision denying the request for reexamination.
Any such petition must comply with § 1.181(b).
Any request for an extension of time to file a
petition under § 1.515(c) should be granted
only in extraordinary situations. No petition
may be filed requesting review of a decision
granting a request for reexamination.

After the time for petition has expired with-
out a petition having been filed, or a petition
has been filed and the decision thereon affirms

Ls the denial of the request, a refund of $1200.00

‘

2249

of the $1500.00 fee for requesting reexamina-
tion will be made to the requester. (35 U.S.C.
303(c) and 37 CFR 1.26(c)). A decision on &
petition is final and is not appealable,

2249 Patent Owner’s Statement
[R-7]

37 OFR 1530 Statement end ameridment by patent
owner, (a) Except as provided in § 1.510(e), no state-
ment or other response by the patent owner shall be
flled prior to the determinations made in accordance
with §§ 1L.515 or 1.626. X{ a premature statement or
octher response iy filed by the patent owner It will not
be acknowledged or considered In making the deter-
mination.

(b) The order for reexamination will set a period
of not less than two months frem the date of the
order within which the patent owner may file a atate-
ment on the new question of patentability including
any proposed amendments the patent owner wishes to
make,

(e} Any statement filed by the patent owner shall
clearly point out why the subject matter as claimed is
not anticipated or rendered obvieus by the prior art
patents or printed publications, either alone or in any

. reagonable combinations. Any statement flled must be

served upon the reexamination reguester in accord-
ance with § 1.248. ‘

{d} Any proposed amendments to the description
and claims must be made in accordance with § 1.121(£).
No amendment may enlarge the scope of the claims of
the patent or introduce new matter. No amendment or
new claims may be proposed for entry in an expired
patent. Moreover, no amended or new claims will be in-
corporited into the patent by certificate issued after
the expiration of the patent. )

(e} Although the Office actions will treat proposed
amendments as though they have been entered, the
proposed amendments will not be effective unti} the
reexamination certificate is issued.

The patent owner has no right to file a state-
ment subsequent to the filing of the request but
prior to the order for reexamination. Any such
premature statement will not be acknowled
or considered by the Office when making the de-
cision on the request. See § 22235,

If reexamination is ordered, the decision will-

set o period of not less than two months within
which period the patent owner may file a state-
ment and any narrowing amendments to the
gg.tent claims, If necessary, an extension of time

yond the two months may be requested by
the patent owner. Such requests are decided by
the group directors.

Any statement filed must clearly point out:
why the patent claims are believed to be pat-
entable, considering the cited prior art patents
or printed publications alone or in any reason-
able eombination,

Bev, 7, July 1081
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> A copy of the statement must be served on

the requester, if the request was not filed by
the patent owner.

In the event the decision is made to reex-
amine, the patent statute (Section 304) pro-
vides that the owner will have a period, not
less than two months (minimum time), to file
a statement directed to the issue of patentabil-
ity. Since the two month period is the minimum
provided by statute, first extensions may be
granted up to one (1) month based upon good
and sufficient reasons, Further extensions should
be granted only in the most extracrdinary situ-
ations e.g. death or incapacitation of the repre-
sentative or owner. 7

Lack of proof of service poses a problem es-
pecially where the patent owner fails to indicate
that he or she has served the reguester in the
statement subsequent to the order for reexami-
nation (37 CFR 1.530(ec) ). In this situation, the
Reexamination Clerk should immediately con-
tact the patent owner by telephone to see
whether the indication of proof of service was
inadvertently omitted from the patent owner’s

onse. If it was, the patent owner should be
advised to submit a supplemental paper indicat-
ing the manner and date of service on requester.
If the patent owner cannot be contacted, the
Reexamination Clerk will then contact the re-
quester to verify that service has in fact been
made by the patent owner and indicate that
seknowledgement of proof of service should
accompany requester’s reply 0((137 CFR 1.248(b)
(1)). If the two month period for response un-
der 37 CFR 1.530 has expired and requester has
not been served, the patent owner’s statement is
considered inappropriate (87 CFR 1.248) and
may be denied consideration, see § 2267.

It should be noted that the peried for re-
sponse by requester for a reply under 37 CFR
1.535 is two months from the owner’s service
date and not two months from the date the pat-
ent owner’s statement was received in the Patent
and Trademark Office.

2250 Amendment by Patent Own

[R-7] |
81 OFR 1121 Monner of making amendments.
e 3 L] -] ]

{§) Proposed amendments presonted in patents in-
volved in reexamination proceedings must be presented
in the form of a full copy of the temt of (1) each
claim which is amended and (2) each paragraph of
the deseription which i amended. Matter deleted from
the patent shall be piaced between brackets and matter
added shall he underlined. Coples of the printed claims
from the patent may be used with any additions belng
indicated by carets and deleted material being placed

Rev. 7, July 1981
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between brackets, Claims must not be reavinbered and ~€— (

the numbering of the claims added for reexamination
must follow the number of the highest numbered pat-
ent claim. No amendment may enlarge the scope of
the claims of the patent. No new matter may be intro-
duced into the patent.

Amendments to the patent may be filed by
the patent owner. Such amendments, however,
may not enlarge the scope of the claims of the
patent or introduce new matter. Additional
claims may also be added by amendment with-
out any fee. Any amendment proposed will nor-
mally be entered and be considered to be en-
tered for purposes of prosecution before the
Office, however, the amendments do not become
effective in the patent until the certificate under
35 U.8.C. 307 1s issued.

No amendment will be permitted where the
certificate issues after expiration of the patent.
See § 1.530 (d) and (e).

Amendment Entry—Amendments which
comply with 37 CFR 1.121(f) will be entered
in the reexamination file wrapper in mich the
same way as amendments are enfered in reissue
applications. An amendment will be given a
Paper Number and be designated by consecu-
tive letters of the alphabet (A, B, C, etc.). In-
serts will be placed in original text by using
carets at ap%ropriate column and line of the
%atteni: together with the amendment letter.

cletions will be indicated by inserting brackets
[] around the deleted material together with an
indication of the amendment letter. ‘

Amendments in reexamination proceedings
must be presented in the form of a full copy of
the text of each claim which is amended and
each (})M‘agr&ph of the description which is
amended. '

No renumbering of patent claims is per-
mitted.

Additional claims added during reexamina-
tion must follow consecutively the number of
the highest numbered patent claim. If the patent
;ﬁiﬂm during the ex parte reexamination pro-

ure and the patent claims have been amen
the Office will hold the amendments as bei
improper and all subsequent reexamination wil
be on the basis of the unamended patent claims,
This procedure is necessary since ne amend-
ments will be incorporated into the patent by
certificate after the expiration of the patent.

2251 Reply by Requester [R-7]

87 OFR 1.535 Reply by requester. A reply to the
patent owner's statement. nunder § 1.530 may be filed by
the reexamination requester within two months from
the date of service of the patent owner's s{atement.
Any reply by the requester must be served upon the

patent owner In accordance with § 1.248. If the patent !



-

Lopo

CITATION OF PRIOR ART AND REEXAMINATION OF PATENTS

owner does not file a statement under § 1.530, no reply
or other submission from the reexamination requester
will be considered.

If the patent owner files a statement in &
timely manner, the requester is given a period
of 2 months from the date of service to reply.
Since the statute (Section 304) did not provide
this as a minimum time period, there will be no
extensions of time granted.

If no statement is filed by the patent owner,
no reply is permitted from the requester.

A copy of any reply by the requester must be
served on the patent owner,

The requester is not permitted to file any fur-
ther papers after his or her reply to the patent
owner’s statement. Any further papers will not
be acknowledged or considered.

2252 Consideration of Statement and
Reply [R=7]

37 OFR 1.540 Consideration of reaponses. The failure
to timély file or serve the deenments et forth in § 1530
or in §1.585 may result in their being refused consid-
eration. No submissions other than the statement
pursuant to §1.630 and the reply by the requester
pursuant te § 1.535 will be considered prior to examin-
ation.

Although § 1.540 would appear to be discre-
tionary in stating that late responses “may re-
sult in their being refused consideration”,
patent owners and requesters can expect con-
sideration to be refused if the statement and/or
reply is not timely filed, Section 1.540 restricts
the number and kind of submissions to be con-
sidered prior to examination to those expressly
provided for in $§ 1.530 and 1.585. Untimely
submissions will ordinarily not be considered,
Untimely submissions, other than untimely
papers filed by the patent owner after the period
set for response, will not be placed of record in
the reexamination file, but will be returned to
the sender,

Papers filed in which no proof of service is
included and proof of service is required, may
be denied consideration, Where no proof of
service is included, inquiry should be made of
the sender by the reexamination clerk as to
whether service was in fact made. If no service
was made the paper is placed in the reexamina-
tion file but is not considered, see § 2267.

2253 Consideration by Examiner
[R-7]

Once reexamination is ordered, any submis-
sions properly filed and served in accordance
with §§ 1.530 and 1.535 will boe considered by
the primar: sxaminer when preparing the first
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Office action. The examiner will be guided in his
or her consideration by the provisions of § 1.121
(f) with respect to any proposed amendments
ij the patent owner to the description and
claims and by § 1.530(c) regarding the patent
owner’s statement, If the requester’s reply to the
patent owner’s statement ralses issues not previ-
ously presented, such issues will be treated by
the examiner in an Office action pursuant to
E‘ 1.552(c), if not within the scope of reexamina-
ion,

2234 Conduct of Reexamination Pro-
ceedings [R-=7]

35 U.8.0. 305, Conduet of reexumination proceed-
irgs. After the fimes for filing the statement and reply
provided for by sectlon 304 of this title have expired,
reexamination will be conducted according to the
precedures established for initial examination under
the provisions of sections 132 and 133 of this title.
In any reexamination proceeding nnder this chapter,
the patent owner will be permitted to propose any
amendment to his patent and a new claim or claims
thereto, in order to distingulsh the invention as claimed
from the prior art cited under the previsions of gection
301 of this title, or In response to a decislon adverse
to the patentability of a claim of a patent. No pro-
posed amended or new claim enlarging the seope of a
¢laim of the patent will be permitted in 8 reexamina-
tion proceeding under this chapter, All reezamination
proceedings under this section, including any appesl
to the Board of Appeals, will be conducted with special
dispateh within the Office.

3% CFR 1.560 Conduct of recwamination proceed.
inge. {a) All reexamination proceedings, including any
appeals to the Board of Appeals, will be conducted
with speclal dispatch within the Office. After issnance
of the reexamination order and expiration of the time
for submitting any responses thereto, the examination
will be conducted in accordance with §§ 1.104-1.118 and
will regult in the iszsnance of a reexamination certificate
under § 1.570.

{b} The patent owner will be given at least 30 days
to respond to any Office action. Such response may in-
clude further statements in response to any rejections
and/or proposed amendments or new claims to place
the patent in & condition where all the claims, if
amended as proposed, wounld be patentable,

(¢) The time for reply set In paragraph (b) of this
section will be extended only for sufiicient caume, and
for a reascnable time specified. Any request for such
extension must be filed on or hefore the day on wwhich
action by the patent owner is due, but in no case will
the mere filing of the request effect any extenston.

(@) JIf the patent owner fails to file a timely and
appropriate response to any Office action, the réexam-
ination proceeding will be terminated and the Com-
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misgsioner will proceed to issue a certificate under
$ 1.570 in accordance with the last actlon of the Office.

(e) The reexamination reduester wiil be sent copies
of Office dctions issued during the reexamination pro-
ceeding. Any document filed by the patent owner must
be served on the requester in the manner provided in
§ 1.248, The document must reflect service or the doctt-
ment may be refused consideration by the Office. The
active participation of the reexamination requester
ends with the reply pursuant to § 1.535, and no further
submissions on behalf of the reexamination requester
will be acknowledged or considered. Further, no sub-
missionr on behalf of any third parties will be acknowl-
edged or considered unless such submissions are (1) in
accordance with § 1.510 or (2) entered in the patent
filo prior to the date of the order to reexamine pursu-
ant to § 1.525. Submissions by third parties, filed after
the date of the order to reexamine pursuant to § 1.525,
must meet the requirements of and will be treated in
accordance with § 1.501(a).

Once reexamination is ordered and the times
for submitting any responses thereto have ex-
pired, no further active participation by a re-
examination requester is allowed and no third
party submissions will be acknowledged or con-
sidered unless they are in accordance with
§ 1.510. The reexamination proceedings will be
ex parte because this was the intention of the
legislation. Ex parte &)roceedings also prevent
extra proceedings and reduce possible harass-
ment of the patent owner. The examination will
be conducted in accordance with §§ 1.104-1.119
(35 1.8.C. 132 and 138) and will result in the
issuance of a reexamination certificate under
§ 1.870. The proceeding shall be conducted with
special dispatch within the Office pursuant to
85 U.S.C. 805, last sentence. A full search will
not be made routinely by the examiner. The
reexamination requester will be sent copies of
Office actions and the patent owner must serve
responses on the requester, Citations submitted
in the patent file prior to issuance of an order
for reexamination will be considered by the
examiner during the reexamination. Reexami-
nation will proceed even if the order is returned
undelivered. The notice under § 1.11(c) is con-
structive notice and lack of response from the
patent owner will not delsy reezamination.

2255 Who Reexamines [R-7]

The examination will ordinarily be conducted
by the same primary examiner in the exam-
ining groups who made the decision on whether
the reexamination request should be granted.
See § 2236.

However if 2 petition under 87 CFR 1.515
(c) is granted, the reexamination will normally
be conducted by another examiner, see § 2248,
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2256 Prior Art Patents and Printed *—u( R

Publications Comsidered by Ex-
aminer in Reexamination

[R-7]

The primary source of prior art will be the
patents and printed publications cited in the
reguest.

e examiner must also consider patents and
printed publications

—cited by a reexamination requester under

§ 1.510 |
—-cited in patent owner’s statement under
§ 1.630 or a requester’s reply under § 1.535
if they comply with § 1.98

—cited by patent owner under a duty of dis-
closure (§ 1.355) in compliance with § 1.98

—iscovered by the examiner in searching

—of record in the patent file from earlier ex-

amination

—of record in patent file from § 1.501 submis-

sion prior to date of an order if it complies
with § 1.98

The reexamination file will indicate which

prior art patents aniegrinted publications the
examiner has considered during ex parte exami-
nation.

2257 Listing of Prior Art [R~7]

The examiner must list on a form PTO-892,
if not already listed on & form PTO-1449, all
prior patents or printed publications which
have been

1, cited by the reexamination requester in
the request under § 1.510, x

2. cited by the patent owner in the state-
ment under § 1.530 if the citation com-
plies with § 1.98,

3. cited by the reexamination requester in
the reply under § 1.585 if the citation
complies with § 1.98, and

4. cited by the patent owner under the duty
of disclosure requirements of § 1.555 if
the citation complies with § 1.98,

The examiner must also list on a form PT(O-
892 all prior patents or printed publications
which have been cited in the decision on the re-
quest, or applied in making rejections or cited
as being pertinent during the reexamination
proceedings. Such prior patents or printed pub-
lications may have come to the examiner’s atten-
tion because:

1. they were of record in the patent file due
to a prior art submission under § 1.501
which was received prior to the date of
the order,
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2. they were of record in the patent file as
result of earlier examination proceed-
ings, or

3. they were discovered by the examiner
during & prior art search. -

In instances where the examiner considers but
does not wish to cite documents of record in the
patent file, notations should be made in the re-
examination file in the manner set forth in
§ 717,05, items B5, C1 and C2.

All citations listed on form PT(Q-892 and all
citations not lined out on any form PT0O-1449
will be printed on the reexamination certificate
under *“References cited”,

2258 Scope of Reexamination
[R=7]

37 OFR 1.552 8cope of reexamination in reevamina-
tion proceedings. (a) Patent claims will be reexamined
on the basis of patents or printed publications.

(b) Amended or new claims presented during a Te-
examingation proceeding must not enlarge the scope of
the claims of the patent and will be examined on the
bagig of patents or printed publications and also for
compllance with the requirements of 35 U.8.C. 112 and
the new matter prohibition of 35 V.8.C. 132,

(¢) Questions other than those indicated in para-
graphs (e} and (b) of this section wiil not be rezolved
in & reexamination proceeding. If such guestions are

discovered during a reexamination proceeding, the

existence of such questions will be noted by the ex-
aminer in an Office action, in which cage the patent
owner may desire to consider the advisability of filing
a reissne application to have such gquestions considered
and resolved,

Rejections on prior art in reexamination pro-
ceedings may only be made on the basis of prior
patents or &'intad publications. Prior art rejec-
tions may be based upon the following portions
of 35 U.S.C. 102:

*{a) ... patented or described in a printed publi-
eation in this or a forelgn country, before the invention
thereof by the applicant for patent, or”

“(b) the Invention was patented or described in a
printed Dublication in this or a foreign country . . .
more than one year prior to the date of the application
for patent in the United States, or"

L} L L] L ] »

“{d) the Invention was first patented or caused to
be patented, or was the subject of an inventor's cer-
tificate, by the applicant or his legal representatives
or assigns in a foreign country prior {o the date of
the application for patent in this conntry on an appli-
cation for patent or inventor's certificate filed more
than twelve months before the fillng of the application
{n the United States, or”

“(e) the invention was described In a patent granted
on an application for patent by annther filed in the
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United States before the invention thereof by the ap- ~y

plicant for patent, or on an International appiieation
by another who hag fulfilled the requirements of para-
graphs (1), (2), and (4) of section 371{c) of this
title before the invention thereof by the applicant for
mtent."

Similarly, rejections in reexamination pro-
ceedings may also be made under 35 U.S.C. 103
which are bused on the above indicated portions

-of section 102,

In addition to the above quoted paragraphs
of § 102, where two patented inventions have
& common assignee and different inventive en-
tities, the %rior invention of another disclosed
In one of the patents could be available under
35 U.S.C. 108 as ﬁrior art by virtue of 35 U.S.C.
102(g) against the other and serve as the basis
for a rejection, see for example, /7 re Bass, 177
USPQ 178, (CCPA, 1973).

Rejections will not be based on matters other
than patents or printed publications, such as
public use or sale, inventorship, § 101, fraud,
ete. A rejection on prior public use or sale, in-
sufficiency of disclosure, etc. cannot be made
even if it relies upon a prior patent or printed
publication. Prior patents or printed publica-
tions must be applied under an appropriate
portion of §102 and/or 103 when making a
rejection.
~ Rejections may be made in reexamination
proceedings based on intervening patents or
printed publications where the patent claims
under reexamination are entitled only to the
filing date of the patent and are not supported
by an earlier foreign or United States patent
application whose filing date is claimed. For
example, under 35 U.S.C. 120, the effective date
of the claims would be the filing date of the
application which resulted in the patent. Inter-
vening patents or printed publications are avail-
able as prior art under In re Ruscetta, 118
USPQ 101 (CCPA, 1958).

Original patent claims which are presented
for reexamination will be examined only on the
basis of prior art patents or printed publications
gpplied under the appropriate parts of 35

.S.C. 102 and 103. See § 2217.

Where some of the patent claims in s patent
being reexamined have been the subject of a
prior Office or court decision, see § 2242. Where
other proceedings involving the patent are
copending with the reexamination proceeding,
see §§ 228229286,

New claims will be examined on the basis of
prior art patents or printed publications and for
compliance with 35 U.S.C. 112 including the
new matter prohibitions. Amended claims will
be examined on the basis of prior art patents
and printed publications ancf)
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+ with 36 U1.8.C. 112, to the extent that the amend-

atm%' matter raises an issue under 85 U.8.C. 112,
The examiner should be aware that new or
amended claims are to be examined for comgli-
ance with 35 17.8.C. 112 and that consideration
of 35 17.8.C. 112 issues should be limited to the

amendatory (i.e.,new language) matter. Forex-

ample, a claim which is amended or & new claim
which is presented containing a limitation not
found in the original patent claim should be
considered for compliance under 35 U.S.C. 112
only with respect to that limitation. To go fur-
ther would be inconsistent with the statute fo
the extent that 35 U.S.C. 112 issues would be
raised as to matter in the original patent claim.
Thus, a term in a patent claim which the ex-
aminer might deem to be too broad cannot be
considered as too broad in s new or amended
claim-unless the amendatory matter in the new
or amended claim creates the issue.

Although a request for reexamination may
not specify all claims as presenting a substantial
new %léestmn, each claim of the patent normally
will be reexamined. The resulting reexamina-
tion certificate will indicate the status of all of
the patent claims and any added patentable
claims. ‘ :

Restriction requirements cannot be made i
8 reexamination proceeding since no statutory
basis exists therefor, and no new or amended
claims enlarging the scope of a claim of the
patent are permitted.

. There are matters ancillary to reexamination
which are necessary and incident to patentabil-
ity which will be considered. Amendments may
be made to the specification to correct, for ex-
ample, an inadvertent failure to claim foreign
priority or the continuing status of the patent
relative to a parent application if such correc-
tion is necessary to overcome a reference applied
against a claim of the patent. No renewal of

reviously made elaims for foreign priority un-

er 35 UYS.C. 119 or continuing status of the
application under 35 U.S.C. 120, is necessary
during reexamination. Correction of inventor-
ship may also be made during reexaminstion.
atent claims not subject to reexamination
because of their prior adjudication by a court
shonld be identified.

All added claims will be examined.

Where grounds set forth in a prior Office or
federal court decision, which are not based on
patents or printed publications clearly raise
questions as to the claims, the examiner’s Office
action should clearly state that the claims have
not been examined as to those grounds not based
on patents or printed publications stated in the
prior decision. See § 1.552(c). All claims under
resxamination should, however, be reexamined
on the basis of prior patents and printed pub-

MANUAL OF PATENT EXAMINING PROCEDURE

Xf questions other than those indicated above
(for example, questions of patentability based
on public use or sale, fraud, abandonment under
102(c), ete.) are discovered during a reexami-
nation proceeding, the existence of such ques-
tions will be noted by the examiner in an Office
action, in which case the patent owner may de-
sire to consider the advisability of filing a reis-
sue application t6 have such questions consid-
ered and resolved. Such questions could arise in
8 reexamination requester’s § 1.510 request or in
a § 1.535 reply by the requester.

2259 - Collateral Estoppel In Reexami.
nation Proceedings [R=7]

Sections 2242 and 2286 relate to the Office
policy controlling the determination on a re-
quest for reexamination and subsequent reexam-
ination where there has been a federal court
decision on the merits as to the patent for which
reexamingtion is requested. Since claims held

invalid by a federal court will be withdrawn

from consideration and not reexamined during a
reexamination Ymeeeding, no rejection on the
grounds of collateral estoppel will be appro-
priate in reexamination.

2260 Office Actions [R-7]

37 CFR 1.104 Nature of examination, examin-
er’s action reads in part:

(a) On taking up . .. a patent In a reexamination
proceeding, the examiner shall make a thorough study
thereof and shall make a thorough investigation of the
available prior art relating to the subject matter of the
elalmed invention. The examination shall be complete
with respeet both to compliance of the . . . patent under
reexamination with the applicable statutes and rules
and to the patentability of the invention ag claimed, as
well as with respect to matters of form, unless other-
wise indicated.

(b} ... in the case of a reexamination proceeding,
both the patent owner and the requester, will be notified
of the examiner's action. The reasons for any ddverse
actien or any objection or réquirement will be stated
and such information or references will he given as may
be useful in aiding the . .. patent owner, to judge the
propriety of continuing prosecution.

] ] L] L] L]
1t is intended that the examiner’s first ex

‘parte action on the merits be the primary action

to establish the issues which exist between the
examiner and the patent owner insofar as the
patent is concerned. At the time the first action
1s issued the patent owner has already been per-
mitted to file a statement and an amendment
pursuant to § 1.530 and the reexamination re-
quester, if the requester is not the patent owner,

-

Ly Yications. has been permitted to reply thereto pursuant to -

7
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8 1.535. Thus, at this point, the issues should be
sufficiently focused to enable the examiner to
make a J;,ﬁnitive first ex parte aection on the
merits which should clearly establish the issues
which exist between the examiner and the patent
owner insofar as the patent is concerned, In
view of the fact that the examiner’s first action
will clearly establish the issues, the first action
should include a statement cautioning the
tent owner that a complete response should
g made to the action since the next action is
expected to be a final rejection. The first action
should further caution the patent owner that
the requirements of 37 CFR 1L116(b) will be
strictly enforced after final rejection and that
any smendments after final rejection must in-
clude “a showing of good and sufficient reasons
why -they are necessary and were not earlier
rasenbeg” in order to be considered. The fol-

owing lan, should be appropriate for in-
clusio% in tﬁ rst Office action:

“In order to ensure full consideration of
any amendments, effidavits or declarations,
or other documents as evidence of patentebil-
ity, such documents must be submitted in
response to this Office action. Submissions
after the next Office action, which is intended

to be a final action, will be governed by the’

strict requirements of 37 CFR 1.116, which
will be strictly enforced.”

2261 Special Status For Action
[R-7]
35 U.8.0. 305, Conduct of reexamination proceed-
ings.
% " * ® @

All reexamination proeeedings under thiz section,
including any appeal to the Board of Appeals, will
be conducted with special dispatch within the Office.

In view of the requirement for “special
dispatch” reexamination proceedings will be
“special” throughout their pendency in the Of-
fice, The examiner’s first action on the merits
should be completed within one month of the
filing date of the requester’s reply (§1.535),
or within one month of the filing date of the
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patent owner’s statement (§1.530) if there is
no requester other than the patent owner, If
no submissions are made under either §§ 1.530
or 1.535 the first action on the merits should
be completed within one month of any due date
for such submission. Mailing of the g’rst action
should occur within 6 weeks after the appro-
priate filing or due date of any statement and
any reply thereto,

Any case involved in litigation, whether they
are reexamination pr ings or reissue ap-
plications, will have priority over all other
cases. Reexamination proceedings not involved
in litigation will have priority over all other
cases except reexaminations or reis$ues involved
in litigation.

2262 Form and Content of Office Ac-
tion [R-7]

The examiner’s first Office action will be &
statement of the examiner’s position and should
be so complete that the second can properly be
made 2 final action, See § 2271.

'All Office actions are to be written or dictated
and then typed. The first Office action must be
sufliciently detailed that the pertinency and
manner, of applying the cited prior art to the
claims is clearly set forth therein. If the exam-
iner concludes that one or more of the claims
are patentable over the cited patents or printed
publications, the examiner should indicate why
the claim(s) is clearly patentable in a manner
similar to that used to indicate reasons for
allowance (§1802.14). The first action should
also respond to the substance of each argument
raised by the patent owner and requester pur-
suant to §§ 1.510, 1.530, and 1.535. If arguments
are presented which are inappropriate in reex-
amination, they should be tr: in accordance
with § 1.552(0{. It is especially important that
the examiner’s action in reexamination be thor-
ough and complete in view of the finality of a
reexamination proceeding and the patent own-
er’s inability to file a continuation proceeding.

A sample of a first Office action in reexamina-
tion proceedings is set forth below:

Rev. 7, July 1981
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UNMITED STATES DERPARTMENT OF COMMERCE
Patent and Trademark Dffice

Adtress : COMMISSIDNER OF PATENTS AND TRADEMARKS
Washington, D.C. 20231

REEYAM CONT NO |FILING DATE] PATENT UNDER REEXAMINATION TATTORNEY DOCKET NO
90/000016  7/02/81 4,844,444 0803071
' EXAMINER
rwnliam byre L =
2400 Jefferson Davis Highway V.D. Turner
Arlington, Virginia 22202 ART UNIT |  PAPER NUMBER
{patent owner's correspondence address) 125 9
DATE MAILED:

MAILED,
SEP 25 1481
GROUP 120

[} o ecvion 40 peds” ttral,

monthis) , doys from the éne of this letier.
procesding 8hd isswmnce of & Femusmination

Tais 46 a communication frem the oxneniper 4n charge of this zesamamination.
COMBIBSIONTR OF PATEWTS AND TRADEMARKS

E feumiive 5 the ewsamication(s) filsd on  Inly

& shored Btatwwory perscd for seuponee 4o this ection {6 ext 0 @pire
Faidure o respord withan the pericd for response will couse tesmination o
sprtifacete in scoserdance with this astden., 37 LFR 1.350{a).

Fare 3 T FORILGING RPROEENT(S) ART BART OF TS ACTICH:

3.f{ Jroriee of References Citad by Rusminar, PRO-352 2 TJrorice of Infomal Fatant Bradeg, FI0-048
8. Jrcnice of Refarences Ciwes, FIO-I469 ]
Fare 21 BOMSR OF BETRR:
3K Jeruins 4=5 are DdjOCt 0 B
L.a.mcnim 1=3 : are not subject o reexamination.
2. Jemins ' . birve bsen eelhed,
3_@% axe confivmed.
4R Claizs 5 are giiomt patentable.
s.m 4 and A ; arw gajected.
6. jctaims are cbjactad w0,
1] torme) éraringe fided an &xe asceptable.

&-DM&MWMMWA tms bwen L] spavoved. ) dlesmproved.

] xwwnamwmmfwwsmiqm;su.s.c. 115, mmmmmmmm.
D EmmMﬁm.t:Jm:mmmwmum.mmm #ided on o

3 is groceding SPUBATS wﬂm&m&nmﬂmmﬁ!mmhﬁ@m&uw,
e ;Mawmmﬁua?cwmmummmmmmmmm. 1825 0. 21, 435 0.6, A3,
SJDW
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Reexam Cont. No. 90/000016 -2

Claims 1-3 are not being reexamined in view of the decision

in A.B.C. Corp. v. Smith in 1978, published at 300 USPQ 1.

Claim 4 and new claim 6 are rejected as being unpatentable
over Berridge in view of McGee under 35 U.S8.C. 103. Berridge
discloses a cutting tool similar to that claimed by Smith,
which has pivotal handles with cutting blades and a pair of
cutting dies with flat faces being mounted on and projecting
at right angles to the plane of the handles. McGee also
discloses a cutting tool having a pair of pivotal handles at
one end and with jaws at the opposite end, and a pair of dies
with mating faces designed for crimping projecting from the
jaws of the‘pliers. To provide the cutting tool of Berridge
with dies for crimping as in McGee in place of the flat die

surfaces would be obvious to a person having ordinary skill

in the art.

Claim 5 avoids the prior patents and printed publications and
is patentable thereover. Claim 5 recites crimping dies in
which the grooves are aligned with the pivot axis of the
handles. This structure is not shown or taught in the prior

art.

597 Rev. 7, July 1981



2262

MANUAL OF PATENT EXAMINING PROCEDURE

Reexam Cont. No. 90/000016 -3

Newly added ciaim 6 also appears to involve a question of
patentability based on the ground of prior public use raised
in the above cited final decision. This issue is not being
resolved in the Patent and Trademark Office in this reexami-
nation procéeding but may be resolved before the Office by

filing a reissue application ({37 CFR 1.552{(c)).

The Swiss patent to Hotopp and "American Machinest" magazine
article are made of record to show cutting tool devices

similar to that claiﬁed in the patent to Smith.

In order to ensure full consideration of any amendments,
affidavits, or declarations, or other documents as evidence

of patentability, such documents must be submitted in response
to this Office action. Submissions after the next Office
action, which is intended to be a final action, will be
governed by the strict requirements of 37 CFR 1.116, which

will be strictly enforced.

Ub. Jurnur

cc: Requester V. D. Turnet
Primary Examiner

Aet Unit 125
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[ arsinr Ry focxen Conc-te r‘m—“ ATy
90/000016 125 NyMEER 9
HOTICE OF REFERENCES CITED ratent Owner
Smith _
U3, PATENT DOCUMENTS
Sy | SocumEnt o okl wasr cunss| A%y [Asenormiae
Jrfalafzla by 9’4 5/34 McGee 140 | 106
Bfaislels bal sl 2] 4/33 Heid et a1 140 | 106
Clalefals T2l 1) 6736 Paulk et al 140 ] 105
o _
g
¥
G
H
1
4
%
FOREIGN PATYENT DOCUMERNTS )
- ‘MUHCNTW. OATE LOUNTRY MARE CLASE G’:::‘ ‘;;%i;;s‘“lzggc
&
Wy
IN
[
[
Q
OTHER REFERENCES {Including Author, Title, Date, Pertinent Pages, Etc.}
14
4
T
U
| G BATE
V. P. Turner 06/20/81
' * A copy of this reference is not being furnished with this office action.
{See Manual of Paterit Examining Procedure, section 707,05 (a).)
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or SIhne SR TRNT AND THAGEMALR OrsicE | ATTY: OOCKET MO Patent No, i
. 4,444,444
LIST OF PRIOR ART CITED Fatent UWhet
{Use savespl shoets if accassary) | Joseph Smith .
Issue Date GROUP
July 7, 19717
1.5, PATENT DOCURENTS
'f.:::n’:” COCUMENT NUNEER | DaTE waug cLass  |suecuass |, '.l;-g‘gg’ﬂa““
VAN (%41 s ole l2|z[sp1-1893 BERRIDGE 140 | 106
AB
AC
AD
AR
AP
AG
AN
Al
al
AK
FOREICH PATENT DOCUMENTS
QOLUNMERT NUMBER | DATE counTay ciass | suscLass | TRAMILATION
_ Ve Y
URA, e 8|05 5] 510-1914 SWITZERLAND — — | x
.. an
AN
AD
AP

OTHER PRIOR ARY (inciuding Author, Titls, Date, Perunant Pages, Etc.)

Ubs AR

*american Machinist® magazine, October 16, 1%50 issuve, page

169 (copy located in class 75. subclass 409)

a3

AT

EXAMINER

SEXAMIMER: Initial  referanco vonsidarad, whathar or not ¢itation it in conformanca with MPEP 409; Draw Lina through citation if aat
in eonformanze ond nol considered, Include copy of this form with nexi commynigation

DATE CONSIDERED

Sa,éT. 1 153
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2263 Time for Response [R-7]

r* A shortened statufory period of TWO

MONTHS will be set for response to Office ac-
tions, except where the reexamination results
from a court order or litigation is stayed for
purposes of reexamination, in which case the
shortened statutory period will be set at one
month. See § 2286,

Where a reexamination proceeding has been
stayed because of a copending reissue alaphcar
tion, and the reissue application is abandoned,
all actions in the reexamination after the stay
has been removed will set & one month short-
ened statutory period unless a longer period for
‘response is clearly warranted by nature of the
examiner’s action, see § 2285.

2264 Mailing of Office Actions
[R-7]

All forms will be structured so that the print-
er can be used to print the identifying infor-
mation for the reexamination file and the own-
er’s name and address—usually the legal repre-
sentative, and only the first owner where there
are multiple owners. The forms granting or de-
nying the reguest for reexamination will have
the requester’s name and address at the bottom
left hand corner so as to provide the patent
owner with requester’s name and address. All
actions will have a courtesy copy mailed to the
requester by typing “cc Requester” at the bot-
tom of each action, A transmittal form is used
for each requester and owner in addition to the
one named on the top of the Office action.

The transmittal form will be used as a master
to make a copy to be sent with the Office action
to the requester and any additional owner. The
number of transmittal form(s) provide a ready
reference for the number of copies to be made
with each action and allow use of the window
envelopes.

When the requester is the patent owner, the
reexamination clerk will indicate on the file
wrapper : No copies needed—Requester is Own-
er. A transmittal form could also be placed in-
side the file with a similar notation to alert typ-
ists, the examiner, and anyone else taking part
in the processing of the application that no ad-
ditional eopies are neaded.

2265 Extension of Time [R~7]

It should be carefully noted that the Com-
missioner has no authority to extend any pe-
riod for response unless the request for the ex-
tension is filed on or before the day on which

L the response is due. Requests for an extension
601
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of time in a reexamination proceeding will be &y

considered only after the decision to grant or
deny reexamination is mailed, Any request filed
before that decision will be denied. The certifi-
cate of mailing (37 CFR 1.8) may be used to
file any paper in a reexamination proceeding
(see § 2266).

With the exception of an automatic one
month extension of time to take further action
which will be granted upon filing a first timely
response to a final Office action, afl requests for
extensions of time in a reexamination proeeed-
ing will be decided by the group director of
the patent examining group conducting the
reexamination proceeding. Evaluation of
whether sufficient cause has been shown for an
extension must be made in the context of pro-
viding the patent owner with = fair opportun-
ity to present an argument against any attack
on the patent, and the requirement of the
statute (85 U.S.C. 305) that the proceedings be
conducted with special dispatch. In no case,
except in the after final practice noted above,
will the mere filing of a request effect any
extension.

Any request for an extension of time in a
reexamination proceeding must fully state the
reasons therefor. All requests must be submitted
in a separate paper which will be forwarded to
the group director for action. Since the reexami-
nation examination process is intended to be
essentially ex parte, the party requesting reex-
amination can anticipate that requests for an
extension of time to file a petition under 87 CFR
1.515(c) will be granted only in extraordinary
situations. No extensions will be permitted to
the time for filing a reply under § 1.535 by the
requester in view of the two month statutory
period.

Ex parte prosecution will be conducted by
initially setting either a one or a two month
shortened period for response, see §2263. The
patent owner also will be given a two-month
statutory period after the order for reexami-
nation to file a statement. 37 CFR 1.530(b).
First requests for cxtensions of these statutory
timo periods will be granted for sufficient cause,
and for a reasonable time specified— usually
one month., The reasons stated in the request will
be evaluated by the group director, and the re-
quests will be favorably considered where there
is a factual accounting of reasonably diligent
behavior by all those responsible for preparing
a response within the statutory time period.
Second or subsequent requests for extensions of
time or requests for more than one month will
be granted only in extraordinary situations.
These policies will also apply to extension of -
time requests for filing a Notice of Appeal,
Brief on Appeal, or Reply Brief.
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The automatic one month extension of time
and associated practice set forth in § 710.02(e)
concerning responses after final rejection ap-
plies to reexamination proceedings. In no case
may the period for response exceed six months
from the date of the final action.

2266 Responses [R-7]

If the patent owner fails to file a timely and
appropirate response to any Office action, the re-
examination proceeding will be terminated and
the Cormmissioner will proceed to issue a re-
examination certificate. The certificate will nor-
mally issue indicating the status of the claims
as indicated in the last Office action.

The patent owner may request reconsidera-
tion of the position stated in the Office action,
with or without amendment to the claims. Any
request for reconsideration must be in writing
and must distinetly and specifically point out

“the supposed errors in the examiner’s action, A

general allegation that the claims define a pat-
entable invention without specifically pointing
out how the language of the claims patentably
distinguishes them over the references is in-
%gt;,quate and is not in compliance with § 1.111

The certificate of mailing (37 CFR 1.8) may
be used to file any paper in a reexamination
proceeding.

2267 Handling of Imappropriate or
Untimely Filed Papers [R-7]

The applicable regulations (37 CFR 1.501 (a),
1.550(e)) provide that certain types of corre-
spondence will not be considered or acknowl-
edged unless timely received. In every case, a de-
cision is required as to the type of paper and
whether it is timely.

. The return of inappropriate submissions com-
plies with the regulations that certain papers
will not be considered and also reduces the
amount of paper which would ultimately have
to be stored with the patent file.

DisrosiTioNn or Parzrs

Where papers are filed during reexamination
proceedings which are inappropriate because of
some defect, such papers will either be returned
to the sender or forwarded to one of three files,
the “Reexamination File”, the “Patent Kile” or
the “Storage File”. Any papers returned to the
sender from an examining group must be ac-
companied by a letter indicating signature and
spproval of the group director,

Rev. 7, July 1981
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TyYPES ¢f PAPERS RETURNED WITH COMMISSIONER OR
Group DIRECTOR'S APPROVAL REQUIRED

Filed by Owner A, Premature Response by
Owner

Where the patent owner is not

the requester, any response or

amendment filed by owner prior

to an order to reexamine ix pre-

mature and will be returned

and will not be considered,

A. No Statement Filled by
Owner :

§ 1.520
§ 1.640

Filed by Requester
§ 1.533 If a patent owner falls to file a
statement within the prescribed
limit, any reply by the rejuest-
er is inappropriate and will be
returned and will not be con-
sidered.
B. Late Response by Requester
Any response subsequent to two
months from the date of service
of the patent owner’s state-
ment will be returned and will
not be considersd.
C. Additional Re3ponse by Re-
quester
The active participation of the
reexamination requester ends
with the reply pursuant to
§1. 835. Any further submigsion
on behalf of requester will be
returned and will not be con-
sidered.
Unless a paper submitted by a
third party raises only lssues
appropriate under §1.501, or
consists solely of a prior de-
cision on the patent by arother
forum, e.g., a court (zee §§ 2207
2282 and 2286), it will be re-
turned to an identified third
party or destroyed if the sub-
mitter is unddentified.

The “Reexaminsation File” and the “Patent File”
willl remain together in central storage area prior to a
determination to reexamine but once an order to reex-
amine is mailed, the “Patent File” wiil be maintained
in the assigned examiner’s room,

§ 1.536
§ 1.540

§ 1.650(e)

Filed by Third Party
§ 1.501

T¥PEs OF DEFECTIVE PAPERS T0 BE LOCATED IN THE
“REEXAMINATION FILE”

Filed by Owner A, Unsigned Papers

Papers filed by owner which
are unsigned or signhed by less
than ali of the owners (no at-
torney of record or acting in

representative capacity).

« (

-
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B. No Proof of Service

Papers filed by the patent own-
er in which no proof of service
on requester is included and
proof of service is reguired,
may be denied consideration.
C. Untimely Papers
Where owner has filed a paper
which is untimely, that fs, it
was filed after the period set
for response, the paper wiil not
be considered.
. A. Unsigned Papers
Papers filed by requester which
are unsigned will not be con-
sidered. '
B. No Proof of Service
Papers filed by reguester in
which no preof of service on
owner iz included and where
proof of service Is reguired
may be denled consideration.

§1.248

§ 1.580(b)
§ 1.540

Fited by
Requester

§ 1.B10(b) (&)
§1.33(e)
§1.248

The “Storage File" will be maintained separate and
apert from the other two files and at a location selected
by the group director. For example, the group director
may want to locate the “Storage File” in a central aren
in the group as with the reexamination clerk or in his
own room,

Papers LOGATED IN THE “STORAGE FmE"

Citations by Third Parties

Submisgions by third parties
based solely on prior art pat-
ents or publications filed after
the date of the order to re-
examine are not entered into
the patent file but delayed until
the reexamination proceedings
have been terminated.

$ 1501
§ 1.560(e)

Proper timely filed citations by third parties are
place in the “Patent File".

2268 Petitions for Entry of Late
Papers [R-7]

Due to the “special dispatch” provision of
Public Law 96-517, it is necessary and appro-
priate that the Office adhere strictly to the time
Himits set by the Rules. However, due to the
fact substantial property rights are involved
in patents undergoing reexamination, the Of-
fice will consider, in appropriate circumstances,
petitions to waive the rules pursuant to 37 CFR
1.183 where untimely papers are filed subse-
quent to the order for reexamination (§ 1.525).

L Such petitions will be decided by the Deputy

22706

Assistant Commissioner for Patents. Any such

petition must detail the specific circumstances
necessitating the request for waiver and pro-
vide evidence to support the request. Petition-
ers are cautioned that such petitions will only
be granted in extraordinary circumstances
wher}? justice requires the granting of the relief
sought.

Under ordinary circumstances, the failure to
timely file a statement pursuant to §1.530 or
& reply pursuant to § 1.535 would not constitute
adequate basis to justify s waiver of the rule
regardless of the reasons for the failure since
no rights are lost by the failure to file these
documents. However, the failure {o timely re-
spond to an Office action rejecting claims may,
in appropriate eircumstances, justif('ly waiver of
the rules if the situation is “extraordinary® and
if “justice requires” the waiver since rights
may be lost by the failure to timely respond.

2269 Reconsideration [R-7]

After response by the patent owner (37 CFR
1.111), the patent under reexamination will be
reconsidered and the patent owner notified if
claims are rejected or objections or require-
ments made. The patent owner may respond to
such Office action with or without amendment
but any amendment after the second Office
action {which will normally be final as pro-
vided for in §2271) must ordinarily be re-
stricted to the rejection or to the objection or
requirement made and the patent under reex-
amination will be again considered, and so on
repeatedly unless the examiner has indicated
that the action is final. Sec 37 CFR 1,112,

2270 Clerical Handling [R-7]

‘The person designated as the reexamination
clerk will handle most of the initial clerical
processing of the reexamination file,

Amendments which comply with 87 CFR
1.121(f) will be entered for pur of reex-
amihation in the reexamination file wrapper in
much the same way as amendments are now en-
tered in reissue applications. An amendment
will be given & paper number and be designated
by a consecutive letter of the alphabet. Inserts
will be entered in original text of the mounted
patent by using carets at the appropriate col-
wmnn and line together with the amendment let-
ter and insert number. Deletions will be indi-
cated by inserting brackets around the deleted
material together with an indication of the
amendment letter.

All amendments to the specification prior to
final action will be entered for purposes of the
reexamination proceeding even though they do
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> not have legal effect until the certificate is

issued. Any “new matter” amendment will be
recglired to be canceled from the description
and claims containing new matter will be re-

jected under 35 U.S.C. 112, A “new matter” -

amendment to the drawing is ordinarily not
entered. See §§ 608,04, 608.04(a) and (e),

2271 Final Action [R-7]

Before a final action is in order, a clear issue
should be develeped between the examiner and
the patent owner. To bring the prosecution to a
speedy conclusion and at the same time deal
justly with the patent owner and the public, the
examiner will twice provide the patent owner
with such information and references as may be
useful in defining the position of the Office as to
unpatentability before the action is made Final.
Initially, the decision ordering reexamination
of the patent will contain an identification of
the new questions of patentability that the
examiner considers to be raised by the prior art
considered. In addition, the first Office action
will reflect the consideration of any arguments
and/or amendments contained in the request,
the owner’s statement filed pursuant to 37 CFR
1.530, and any reply thereto by the requester,
and should fully apply all relevant grounds of
rejection to the claims.

The statement which the patent owner may
file under 87 CFR 1.530 and the response to the
first Office action should completely respond to
and/or amend with 4 view to aveiding all out-
standing grounds of rejection.

1t is intended that the second Office action in
the reexamination proceeding following the de-
cision ordering reexamination will be made final
in accordance with the guidelines set forth in
§ 706.07(a). The examiner should not prema-
turely cut off the prosecution with a patent
owner who 18 seeking to define the invention in
claims that will offer the patent protection to
which the patent owner is entitled. However,
both the patent owner and the examiner should
recognize that a reexamination proceeding may
result in the final cancellation of claims from
the patent and that the patent owner does not
have the right to renew or continue the proceed-
ings by refiling under 37 CFR 1.60. Complete
and thorough actions by the examiner coupled
with complete responses by the patent owner,
including early presentation of evidence under
37 CFR 1.131 or 1.132, will go far in avoiding
such problems and reaching a desirable early
termination of the reexamination proceeding.

In making a final rejection, all outstanding
grounds of rejection of record should be care-
fully reviewed and any grounds or rejection
relied upon should be reiterated. The grounds of
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fejéction must (in the final rejection) be clearly <ty (

developed to such an extent that the patent
owner may readily judge the advisability of an
appeal. However, where a single previous Office
action contains a complete statement of a ground
of rejection, the final rejection may refer to such
a statement and also should include a rebuttal of
any arguments raised in the patent owner’s re-
sponse. The final rejection letter should conclude
with a statement that: “The above rejection is
made Final,”

As with all other Office correspondence on the
merits in a reexamination proceeding, the final
Office action must be signed by a primary
examiner. '

2272 After Final Practice [R~7]

It is intended that prosecution before the
examiner in a reexamination proceeding will be
concluded with the final action. Once a final
rejection that is not premature has been entered
in a reexamination proceeding, the patent
owner no longer has any right to unrestricted
further prosecution. Consideration of amend-
ments submitted after final rejection will be
governed by the strict standards of 37 CFR
1.116. Both the examiner and the patent owner
should recognize that substantial patent rights
will be at issue with no opportunity for the
patent owner to refile under 37 CFR 1.60 in
order to continue prosecution. Accordingly,
both the examiner and the patent owner should
identify and develop all issues prior to the final
Office action, including the presentation of evi-
dence under 37 CFR 1.131 and 1.132.

Finan Resrorron—TIME ¥or RESPONSE

The practice in a reexamination proceeding
will be substantially the same as that set forth
in § 714.13. However, note that since the stat-
utory period for response in a reexamination
proceeding will normally be two (2) months,
the period for response typieally will be ex-
tended to run 3 months from the date of the
final rejection in the advisory action unless a
previous extension of time has been granted or
the advisory action cannot be mailed in suffi-
cient time.

Acriox By ExaMINER

Tt should be kept in mind that a patent own-
er cannot, as a matter of right, amend any
finally rejected claims, add new claims after a
final rejection, or reinstate previously canceled
claims. A showing under 37 CFR 1.116(b) isre-
quired and will be evaluated by the examiner

for all proposed amendments after final rejec- —«J
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> tion except whers an amendment merely cancels

claims, adopts examiner’s sug%;astions, removes
issues for appeal, or in some other way requires
only a cursory review by the examiner. An
amendment filed at any time after final rejec-
tion but before an apgeal brief is filed, may be
entered upon or after filing of an appeal provid-
ed the total effect of the amendment is to (1)
remove issues for-appeal, and/or (2) adept ex-
aminer suggestions,

The first proposed amendment after final ac-
tion in a reexamination proceeding will be given
sufficient consideration to determine whether it
places all the claims in condition where they
are ipatenmble and/or whether the issues on ap-
peal are reduced or simplified. Unless the pro-
posed amendment is entered in its entirety, the
examiner will briefly explain the reasons for not

_entering a prop amendment. For example,
if the claims as amended present a new issue
requiring further consideration or search, the
nhew issue should be identified and = brief expla-
nation provided as to why a new search or con-
gideration is necessary. The patent owner should
be notified if certain portions of the amendment
would be entered if a separate paper was filed
containing only such amendment,

Any second or subsequent amendment after
final will be considered only to the extent that
it removes issues for appeal or puts a claim in
obvious patentable condition,

Sinee patents undergoing reexamination can-
not become abandoned and cannot be refiled,
and since the holding of claims unpatentable
and canceled in s certificate is absolutely final
it is appropriate that the examiner consider the
feagibility of entering amendments touching
the merits after final rejection or after appeal
has been taken, where there is a showing why
the amendments are necessary and a suitable

reason is given why they were not earlier pre-
sented.

2273 Appesl in Reexamination
[R-7]

85 U.8.0. 806. Appeal, The patent owner involved in
g reexamination proceeding under this chapter may
appeal under the provisions of section 134 of this title,
and may seek court review under the provisions of
gections 141 to 145 of thig title, with respect to any
decision adverse to the patentability of any original or
propoged amended or new claim of the patent.

A patent owner who is dissatisfied with the
primary examiner’s decision in the second or
final reiection of his or her claims may appeal
to the Board of Appeals for review of the re-
jection by filing a Notice of Appeal within the
required time. A Notice of Appeal must be
signed by the patent owner or his or her attor-
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ney or agent, and be submitted along with the -
recai‘lired fee of $50. (85 U.8.C. 41(&)%. o

he period for filing the Notice of Appeal is
the period set for response in the last Office ac-
tion which is normelly two (2) months. The
timely filing of a first response to a final rejec-
tion having a shortened statutory period for re-
sponse is construed as including a request {o ex-
tend the period for response an additional
month, even if an extension has been previously
granted, as long as the period for response does
not exceed six (6) months from the date of the
final rejection. The normal ex parte appeal pro-
cedures set forth at 37 CFR 1.191-1.198 apply
in reexamination. The requester cannot appeal
or otherwise participate in the appeal.

2274 Appeal Brief [R~7]

Where the brief is not filed, but within the
period allowed for filing the brief an amend-
ment is presented which places the clims of
the patent under reexamination in a patentable
condition, the amendment may be entered.
Amendments should not be included in the
appeal brief.

‘The time for filing the appeal brief is two (2)
months from the date of the appeal or alterna-
tively, within the time allowed for response to
the action appealed from, if such time is later,

In the event that the patent owner finds that
he or she is unable to file a brief within the time
allowed by the rules, he or she may file a peti-
tion without any fee, to the examining group,
requesting additional time (usually one month),
and give reasons for the request. The petition
should be filed in duplicate and confain the
address to which the response is to be sent. If
sufficient cause is shown and the petition is filed
g;-ior to the expiration of the peried sought to

extended (37 CFR 1.192), the group director
is authorized to grant the extension for up to
one month. Requests for extensions of time for
more than one month will also be decided by
the group director, but will not be granted,
unless extracrdinary circumstances are involved,
e.g., death or incapacitation of the patent
owner, The time extended is added to the last
calendar day of the original period. as opposed
to being added to the day it would have been
due when said last day is a Saturday, Sunday
or holiday.

Failure to file the brief within the permissible
time will result in dismissal of the appeal. The
reexamination proceeding is then terminated
and a certificate is issued indicating the status
of the claims at the time of appeal.

A $50 fee is required when the appeal brief is
filed for the first time in a particular reexamina-
tion proceeding, 85 U.8.C. 41(a). 37 CFR 1.192
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> provides that the appellant shall file a brief of

the authorities and arguments on which he or
she will rely to maintain his or her appeal, in-
cluding a concise explanation of the invention
which should include a reference to the drawing
by reference characters, and a copy of the claims
involved. The brief should also indicate if an
oral hearing is desired. 87 CFR 1.192(a) re-
quires the submission of three copies of the ap-
peal brief,

For the sake of convenience, the copy of the
claims involved should be double spaced.

The brief, as well as every other paper relat-
ing to an appeal, should indicate the number of
the examining group to which the reexamina-
tion is assigned and the reexamination control
number. When the brief is received, it is for-
warded to the examining group where it is en-
tered in the file, and referred to the examiner.

Patent owners are reminded that their briefs
in appeal cases must be responsive to eve
ground of rejection stated by the examiner.
reply brief should be filed in response to any
new grounds stated in the examiner’s snswer.

Where an appellant fails to respond by way
of brief or reply brief to any ground of rejec-
tion, and it appears that the failure is inad-
vertent, appellant should be notified by the ex-
aminer that he or she is allowed one month to
correct the defect by filing a supplemental brief.
‘Where this procedure has not been followed,
the Board of Appeals should remand the re-
examination file to the examiner for compliance.
When the record clearly indicates intentional
failure to respond by brief to any ground of
rejection, for example, by failure to file a sup-
plemental brief within the one-month period
allowed for that purpose, the examiner should
inform the Board of Appeals of this fact in his
or her answer and merely specify the claim
affected. : :

Where the failure to respond by brief appears
to be intentional, the Board of Appealsmay dis-
miss the appeal as to the claims involved. Oral
argument at a hearing will not remedy such
deficiency of a brief.

The mere filing of any paper whatever en-
titled as a brief cannot necessarily be considered
as compliance with 87 CFR 1,192. The rule re-
quires that the brief must set forth the authori-
ties and arguments relied upon, and to the ex-
tent that it fails to do so with respect to any
ground of rejection, the appeal as to that
ground may be dismissed. ‘

It is essential that the Board of Appeals
should be provided with a brief fully stating
the position of the appellant with respect to
each issue involved in the appeal so that no
search of the record is required in order to de-
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termine that position. The fact that appellant - (

may consider a ground to be clearly improper
does not justify a failare on the part of the ap-
pellant to point out to the Board the reasons for
that view in the brief. : ‘

A distinction must be made between the lack
of any argument and the presentation of argu-
ments which carry no conviction. In the former
cese dismissel is in order, although it may well
be merely an affirmance based on the grounds
relied on by the examiner,

Appellant must traverse every ground of
rejection set forth in the final rejection. Oral
argument at the hea,rinfg will not rémedy such
o deficiency in the brief. Ignoring or acquiesc-
ing in any rejection, even one hased upon for-
mal matters which could be cured by subse-

uent amendments, will invite a dismissal of
the appeal. The reexamination proceedings are
consi lered terminated as of the date of the dis-
missal,

2275 Examiner’s Answer [R-7]

Sections 1208-1208.02 relate to preparation of
examiner’s answers in appeals. The procedures
covered in these sections apply to appeals in
both patent applications and patents under-
going reexamination proceedings,

2276 Oral Hearing [R~7]

Section 1209 relates to oral hearings in ap-
peals in both patent applications and patents
undergoing reexamination.

2277 Board Of Appeals’ Decision
[R—7]

Sections 1213 throush 1213.02, relate to deci-
sions of the Board of Appeals.

2278 Action Following Decision
[R-7]

Sections 1214.01-1214.07 relate to the han-
dling of applications and patents undergoing
riaexa‘zinination after the appeal has been con-
cluded.

2279 Appeals To Courts [R=~7]

The normal appeal route provided to the
Court of Customs and Patent Appeals is avail-
able to a patent owner not satisfied with the
decision of the Board of Appeals.

The normal remedy by civil action under 35
U.S.C. 145 is provided for the owner of a patent
in 8 reexamination proceeding.

(0
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There is normally no participation by re-

. quester during any court review.
See also §§ 1216, 1216.01, and 1216.02.

2280 Duty of Disclosure in Reexami-
nation Proceedings [R-9]

31 OFR 1.555 Duty of disclosure in recoemination
proceedings, {(a) A duty of candor and good faith to-
ward the Patent and Trademark Office rests on the
patent owner, on each attorney or agent who repregents
the patent owner, and on every other individual who is
gubstantively jnvolved on behalf of the patent owner in
a reexamination proceeding. All such individuals who
are aware, or become aware, of patents or printed publi-
cations material to the reexamination which have not
been previously made of record in the patent file must
bring such patents or printed publications to the at-
tentlon of the Office. A prior art statement, preferably
fn pecordance with § 1.98, should be filed within two
months of the date of the order for reexamination, or as
goon thereafter as possible In order to bring such
patents or printed publications to the attention of the
Office.

(b) Disclosures pursuant to this section may be made
to the Office through an aitorney or agent having
responsibility on behalf of the patent owner for the re-
examination proceeding or through a patent ewner
acting in his or her own behalf. Disclosure to such an
attorney, agent or patent owner shall satisfy the duty
of any other individual. Such an attorney, agent or
patent owner has no duty to transmit information
which is not material to the reexamination,

{e) The duties of candor, good faith, and disclosure
required in paragraph {a) of this seetion have not been
complied with if any fraud was practiced or attempted
on the Office or there was any violation of the duty of
diselogure through bad faith or gross negligence by,
or on behalf of, the patent owner in the reexamination
proceeding,

{d) The responsibility for compliance with this sec-
tion rests upon the individuals identified in paragraph
(a)} of this section and no eveluation will be made in
the reexamination proceeding by the Office as to com-
pliance with this gection. If questions of complianee
with thig section are discovered during a reexamination
proceeding, they will be noted as unresclved questions
in accordance with § 1.562(¢).

The duty of disclosure in reexamination pro-
ceedings applies to the patent owner, That duty
is a continuing obligation on the part of the
patent owner throughout the proceeding. The
continuing obligation during the reexamination
proceedings is that the patent owner who is
aware of or becomes aware of, patents or printed
publications which are material to the reexami-
nation which have not previously been made of
record in the patent file musé bring such patents
gﬁprinted publications to the attention of the

ce.
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Pstent owners are strongly encouraged to file
prior art statements, preferably in accordance
with § 1.98, within two months of the date of the
order to reexamine, or as soon thereafter as pos-
sible, in order to bring the patents or printed
publications to the attention of the Office,

The duty of disclosure provided for in § 1.555
is consistent with the duty placed on patent
applicants by § 1.56(a), with the exception that
issues of fraud are not considered in reexamina-
tion, Patent owners who fail to comply do so at
the risk of diminishing the quality and reliabil-
ity of the patent reexamination certificate issu-
ing from the proceeding.

For the patent owner’s duty to disclose prior
or concurrent proceedings in which the patent
is or was involved, see § 2282,

2281 Interviews In Reexamination
Proceedings [R-7]

87 OFR 1.560 Interviews in reeexamination proceed-
ings. (a) Interviews in reexzamingtion proceedings
pending before the Office between examiners and the
owners of such patents or their attorneys or agents of
record must be had in the Office at such times, within
Office hours, as the respective examiners may designate.
Interviews will not be permitted at any other time or
place without the authority of the Commissioner, Inter-
views for the discussion of the patentability of claims
in patents involved in reexamination proceedings will
not be had prior to the first offielal action thereon.
Interviews should be arranged for in advance. Requests
that reexamination requesters participate in interviews
with examiners will not be granted.

(b} In every instance of an interview with an exam-
iner, a complete written statement of the reasons pre-
sented at the Interview as warranting favorable actlon
must be filed by the patent owner. An interview does not
remove the necessity for response to Office actions as
specified in § 1.111,

Only ex parte interviews between the ex-
aminer and the patent owner’s representative
are permitted. Requests by reexamination re-
questers to participate in or to attend inter-
views will not be granted.

Unless the Deputy Assistant Commissioner
for Patents authorizes otherwise, interviews
between examiners and the owners of patents
undergoing reexamination or their attorneys
or agents must be had in the Office at such
times, within Office hours, as the respective ex-
aminers may designate.

Interviews for the discussion of the patent-
ability of claims in patents involved in reex-
amination proceedings will not be had prior to
the first official action following the order for
reexamination and any submissions pursuant
to § 1.530 and § 1.535,
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However, questions on purely procedural
matters may be answered by the examiner. Ex-
cept for questions on strictly procedural mat-
ters, an examiner will not conduct personal or
telephone interviews with requesters or other
third parties with respect to a patent in which a
request for reexamination has been filed.

In every instance of an inlterview with the
gxaminer, a complete written statement of the
reasons presented at the interview as warrant-
ing favorable action must be filed by the patent
owner. Patent owners are encouraged to submit
such written statement as soon after the inter-
view as is possible, but no later than the next
communication to the Office. Service of the
written statement of the interview on the re-
quester is required,

The,examiner must complete the present two-
sheet carbon interleaf Interview Summary
form PTOL—413 for each interview held where
o matter of substance has been discussed (See
§ 713.04). The duplicate copy of the form
should be detached and given to the patent
owner at the conclusion of the interview. The
original should be made of record in the reex-
amination file and a copy mailed to the
requester.

Tho general procedure for conducting inter-
views and’ recording same are described atl
$§ 713.01-713.04.

2282 Notification of FExistence of

Prior or Concurrent Proceed-
ings and Decisions Thereon

[(R~7]

87 CFR 1.565 Concurrent office proceedings. (a) Inm
any reexamination proceeding before the Office, the
patent owner shall call the aftention of the Office to
any prior or concurrent proceedings in which the pat-
ent is or was involved such as interferences, reissue,
reexaminations, or litizgation and the results of such
proceedings.

It is important for the Office to be aware of
any prior or concurrent proceedings in which a
patent undergoing reexamination is or was in-
volved, such as interferences, reissues, reexam-
inations or litigations, and any results of such
proceedings. Section 1.565(a) requires the pat-
ent owner to provide the Office with informa-
tion regarding the existence of any such pro-
ceedings and the results thereof, if known.
Ordinarily, no submissions of any kind by third
parties filed after the date of the order are
placed in the reexamination or patent file while
the reexamination proceeding is pending. How-
ever, in order to ensure a complete e, with
updated status information regarding prior or
concurrent proceedings regarding the  patent
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under reexamination, the Office will accept
at any time copies of notices of suits and other
proceedings involving the patent and copies of
decisions from: litigations or other proceedings
involving the patent from the parties involved
or third parties for placement in the patent file,
Persons making such submissions must limit
the submissions to the notification and not
include further arguments or information. Any
proper submissions will be promptly placed of
record in the patent file. See § 2286 for Office in-
vestigation for prior or concurrent litigation,

2283 Multiple Copending Reexamina-
tion Proceedings [R-7]

87 OFR 1.565 Conourrent office proceedings.

L * * ] *

{e) If reexamination is ordered while & prior reexam-

ination proceeding is pending, the reexamination pro-
ceedings will be eonsolidated and result in the issuance
of a single certificate under § 1570,

If reexamination is ordered on a requést for
reexamination while a prior reexamination pro-
ceeding is still pending, the decision on whether
or not to combine the proceedings will be made
by the group director of the examining group
where the reexamination is pending, No decision
on combining the reexaminations should be made
until such time as reexamination is actually or-
dered in the later filed request for reexamination,

* Two situations are possible where a question
as to merger of reexamination proceedings is
raised :

Proceepines Merarp

If a second request is filed where the first
certificate will issue after 3 months from the
filing of the second request, the roceedings
normally will be merged. In this situation the
second request is decided based on the originil
patent claims and if reexamination is ordered,
the reexamination proceedings normally would
be merged. The first certificate will then be with-
drawn from issue, the second reexamination pro-
ceeding will be merged with the first reexamina-
tion proceeding and prosecution will continue
after the patent owner and second requester have
been given an opportunity to file a statement
and reply, respectively.

If the seeond request is based upon essentially
the same patents or publications as in the first
request or on patents or printed publications
which raise essentially the same issues as those
raised in the first request, the examination of
the merged proceeding will continue at the
pont reached in the first reexamination pro-
ceeding. If, however, new patents or printed
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publications are presented in the second request
which raise different questions than those raised
in the first request, then prosecution in the
merged reexamination proceeding will be re-
opened to the extent necessary to fully treat the
questions raised. ) ) )

The patent owner will be provided with an
opportunity to respond to any new rejection in
a merged reexamination proceeding prior to the
action being made final. See § 2271, If the re-
examination proceedings are combined, a single
certificate will be issued based upon the com-
bined proceedings, § 1.565(c).

STePRENSIONS

It may also be desirable in certain situations
to suspend a proceeding for a short and speci-
fied period of time. For example, a suspension
of a first reexamination proceeding may be 1s-
sued to allow time for the patent owner’s state-
ment and the requester’s reply in a second pro-
ceeding prior to merging. A suspension will only
be granted in exceptional instances because of
the- statutory requirements that examination
proceed with “special dispatch” and must be
with the express written approval of the group
director. Suspension will not be granted when
there is an outstanding Office action.

MzreERS OF REEXAMINATION

The following guidelines should be observed
when two requests for reexamination directed to
a single patent have been filed,

The second retﬁlest (Request 2) should be
processed as quickly as possible and assigned
to the same examiner to which the first
request (Request 1) is assigned. Request 2
should be decided immediately without walting
the usual period. If Request 2 is denied, ex parte
prosecution of Request 1 should continue. If
Request 2 is granted and the proceedings are
merged, combined prosecution should be carried
out once the patent owner's statement and any
reply by the requester have been received in Re-
quest. 2,

If ex parte prosecution has not begun on Re-
quest 1, it should be processed up to that point
and then normally held until Request 2 is ready
for ex parte action following the statement and
reply or until Request 2 is denied. Request 2
should be determined on its own merits with-
out reference to Request 1.

When ex parte prosecution is appropriate in
merged proceedings, a single combined exam-
iner’s action will be prepared. Each action will
cross reference the two proceedings. A separate
action cover form for each proceeding will be
printed by the PALM printer for each reexami-
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nation request control number. Each requester
will get a copy of the action with the appro-
priate cover form. The patent owner will get a
copy of each cover form and the body o1 the
action. _

When a “Notice Of Intent To Issue A Reex-
amination Certificate” is appropriate, plural
notices will be printed, Both reexamination files
will then be processed and forwarded to the
Office of Publications via Quality Review. The
group should prepare the file of the concurrent
proceedings in the manner specified in § 2287
before release to Office of Publications,

The above guidelines should be extended to
those situations where more than two requests
are filed for a single patent.

ProceEmpine Nor Mereep

If a second request is filed where the first re-
examination certificate will 1ssue within 3
months from the filing of the second request,
the proceedings normally will not be merged.

* If the certificate on the first reexamination pro-

ceeding will issue before the decision on the sec-
ond request must be decided, the reexamination
certificate is allowed to issue. The second re-
quest is then considered based upon the claims
in the patent as indicated in the issued reexami-
nation certificate rather than the original
claims of the patent. In such situations the pro-
ceedings will not be merged, In no case should
& decision on the second request be delayed
beyond its three month deadline.

Prerrrrons o Meree Murtrere CorENDING
ReexaminaTion PROCEEDINGS

No petition to merge multiple reexamination
proceedings is necessary since the Office will
generally, suz sponte, make a decision as to
whether or not 1t is appropriate to merge the
multiple reexamination proceedings. If any pe-
tition to merge the proceedings is filed prior to
the determination (8§ 1.515) and order to reex-
amine (§ 1.525) on the second request, it will
not be considered, but will be returned to the
party submittin%\ the same by the examining
group director. The decision returning such a
premature petition will be made of record in
both reexamination files, but no copy of the
g%tgiféi,;m will be retained by the Office. See

While the patent owner can file a petition
to merge the proceedings at any time after the
order to reexamine (§ 1.525) on the second re-
quest, the better practice would be to include
any such petition with the patent owner’s state-
ment under § 1.580, in the event the examining
group director has not acted prior to that date
to merge the multiple reexamination proceed-
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ings. If the requester of any of the multiple re-
examination proceedings is not the patent
owner that party may petition to merge the
proceedings as a part of a reply pursuant to
§ 1.533, in the event the examining group direc-
tor has not acted prior to that date to merge
the multiple proceedings. A petition to merge
the multiple proceedings which is filed by a
party other than the patent owner or one of the
requesters of the reexamination; will not be con-
sidered; but will be returned to.that party by
the examining group director as being improper
under § 1.550{e). )

All decisions on the merits of petitions to
merge muitiple reexamination proceedings will
be made by the examining group director.

2284 Copending Reexamination and In-
terference Proceedings [R-9]

37 CFR 1565 Conocurrent office procecedings.
£ % * * 2

{b) If a patent in the process of reexamination is
or becomes involved in interference proceedings or liti-
gation, or a reissue applleation for the patent is filed or
pending, the Commissioner shall determine whether or
not to stay the reexaminatlon, reissue or interference
proceeding.

* * % & ¥

(d) If a reissue application and a reexamination
proceeding on which an order pursuant to § 1.525 has
been mailed are pending concurrently on a patent, a
deciston will normsally be made to merge the two pro-
ceedings or to stay one of the two proceedings. Where
merger of a reissue application and a reexamination
proceeding is ordered, the merged examination will be
conducted in accordance with §§1.171-1.179 and the
patent owner will be required to place and maintain
the same claims in the reissue application and the re-
examination proceeding during the pendency of the
merged proceeding. The examiner's actions and any
regponses by the patent owner in 2 merged proceeding
will apply to both the relssue application and the re-
examination proceeding and be physically entered into
both files. Any reexamination proceeding merged with a
reissue application shall be terminated by the grant of

L the relssued patent.

The general policy of the Office is that a re-
examination proceeding will not be delayed, or
stayed, because of an interference or the possi-
bility of an interference, The reasons for this
policy are (1) the relatively long period of time
usually required for interferences and (2) the
requirement of 35 U.S.C. 305 that all reexami-
nation proceedings be conducted with “special
dispatch” within the Office. In general, the
Office will follow the practice of making the
required and necessary decisions in the reexami-
nation proceeding and, at the same time, pro-
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ceed with the interference to the extent desir-
able, Decisions in the interference will take into
consideration the status of the reexamination
and what is occurring therein, The decisions as
to what actions are taken in the interference
will, in general, be taken in accordance with
normal interference practice.

Corying Crarms From A Patent INVOLVED IN
A ReexamiNationw ProcEepiNg

An interference will not be declared with a
patent which is involved in a reexamination
proceeding except upon specific authorization
from the Office of the Assistant Commissioner
for Patents. When an amendment copying or
substantially copying claims from a patent in-
volved in a reexamination proceeding is filed in
a pending application, the owner of the patent
must be notified (see 37 CFR 1205(c) and
§1101.02). The applicant must identify the
patent under reexamination from which claims
have been copied. The copied patent claims may
be rejected on any applicable ground (see
§ 1101.02(f)). including, if appropriate, the
nrior art cited in the reexamination proceeding.
Prosecution of the application should continue
as far as possible, but if the application is
placed in condition for allowance and still con-
tains claims which interfere with claims of the
patent under reexamination, further action on
the application should be suspended until the
certificate on the reexamination proceeding has
been issued.

Morron Uxper 37 CFR 1.231(a)(1) To Dis-
sOLVE PEnDING INTERFERENCE PROCEEDING
Via REEXAMINATION PROCEEDING

Section 1,.231(a) (1) reads in part:

“A motion te dissolve an interference in which a pat-
entee is a party on the ground that the claims corre-
sponding to the counts are unpatentable to the patentee
over patents or printed publications swill be considered
through reexamination if it compHes with the require-
ments of § 1.510(b) and is accompanied by the fee for
requesting reexamination set in §1.20(c).”

Any party in interest in an interference jn-
volving a patent who seeks to dissolve the in-
terference on the ground that the claims cor-
responding to the counts are unpatentable to
the patentee over patents or printed publica-
tions should file a complete request for reexami-
nation meeting the requirements of § 1.510(b)
which is accompanied by the fee for requesting
reexamination set in §1.20(c). Concurrently
with the request for reexamination, and in a
separate paper, the party should file a motion
under § 1.231(a) incorporating by reference the
request for reexamination. The request for re-

e
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examination should also point out that it is
being filed as a part of a motion to dissolve an
interference pursuant to § 1.231(a) (1). The mo-
tion must be filed within the period set in the
notice of interference for filing motions, The
request for reexamination will be processed in
the normal manner and will be forwarded to
the examiner for determination. The motion
under § 1.281(a) (1) will also be transmitted to
the primary examiner for decision.

A motion under § 1.231(a) (1) to dissolve the-

interference on grounds set forth in the reex-
amination will not be decided prior to the first
Office action on the merits in the reexamination.
The decision on the motion under § 1.231(a) (1)
should be decided concurrently with the first
Office action on the merits in the reexamination,

610,1
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but the decision may occur later if a delay oc-
curs in the transmittal of the motion to the pri-
mary examiner. '

The determination on the request for reexami-
nation, the first Office action and the following
examination will not be delayed by the ex-
aminer pending receipt of a motion under
£1.231(a) (1).

Moriox 1o Suspexp IxTERFERENCE UwpER 37
CFR 1.243(a) Pexpixg THE QUTCOME OF A
Rrerxaymixarion PROCEEDING

A motion under § 1.243(a) to suspend an in-
terference pending the outcome of a reexamina-
tion proceeding may be made at any time dur-
ing the interference by any party thereto, The
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- motion will be decided by the patent interfer-

ence examiner, based on the particular fact situ-
ation. However, no consideration will be given
such a motion unless and until a reexamination
order is issued, nor will suspension of the inter-
ference normally be permitted until after any
other motions under 37 CFR 1.231 have been
disposed of.

Reguest BY THE ExaMiNrr Porsvant 1o 87
CFR 1.287

Normally, examiners should not move under
§ 1.237 while the reexamination proceeding is
pending but should rely upon the parties of the
interference to file motions under §1.231 or
§ 1.243(a) during the interference proceedings.

Request ror REExaminarioNn Fipep By Persow
Nor o PArRTY T0 THE INTERFERENCE

In view of the provision of § 1.510(s), “Any
person may, at any time during the period of
enforceability of a patent™ file a request for re-
examination. Persons not a party to the inter-
ference may file a request for reexamination
during the pendency of the interference. Such
requests for reexamination will be processed in
the normal manner. No delay, or stay, of the
reexamination will occur because the requester
is not a party to the inteference. If the examiner
orders reexamination pursuant to § 1.525 and
subsequently rejects a patent claim correspond-
ing to a count in the interference, the attention
of the Board of Interferences shall be called
thereto pursuant to § 1.237.

Preririon 10 STAY REEXAMINATION PROCEEDING
Brcause or INTERFERENCE

Any petition to stay a reexamination pro-
ceeding, because of an interference, which is
filed prior to the determination (§ 1.515) and
order to reexamine (§1.525) will not be con-
sidered, but will be returned to the party sub-
mitting the same. The decision returning such
& premature petition will be made of record in
the reexamination fle, but no copy of the peti-
tion will be retained by the Office. A petition to
stay the reexamination proceeding because of
the interference may be filed by the patent
owner as a part of the patent owner’s statement
under § 1.530 or subsequent thereto. If a party
to the interference. other than the patent owner,
is a requester of the reexamination, that party
may petition to stay the reexamination pro-
ceeding asa part of a reply pursuant to
§ 1.535, If the other party to the interference
is not the requester any petition bv that party

Ly is improper under §1.550(e) and will not be
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considered. Any such improper petitions will -

be returned to the party submitting the same,

Premature petitions fo stay the reexamination
proceeding, i.e. those filed prior to the deter-
mination (§ 1.515) and order to reexamine
(§ 1.525), will be returned by the examining
group director as premature. Petitions to stay
filed subsequent to the date of the order for re-
examination will be referred to the Office of the
Assistant Commissioner for Patents for deci-
sion. All decisions on the merits of petitions to
stay a reexamination proceeding because of an
interference will be made in the Office of the
Agsistant Commissioner for Patents.

Acrion 1 InTeERFERENCF Foniowing Reex-
AMINATION

If one or more claims of a patent which is
involved in an interference are cancelled or
amended by the issuance of a reexamination cer-
tificate, the interference will be dissolved as to
any counts corresponding to those claims,

Upon issuance of the reexamination certifi-
cate, the patent owner must notify the Board
of Patent Interferences thereof,

2285 Copending Reexamination and
Reissue Proceedings [R-7]

The general policy of the Office is that a re-
issue application examination and a reexamina-
tion proceeding will not be conducted separately
at the same time as to a particular patent. The
reason for this policy is to permit timely resolu-
tion of both proceedings to the extent possible
and to prevent inconsistent, and possibly con-
flicting, amendments from being introduced
into the two proceedings on behalf of the patent
owner. Accordingly, if both a reissue applica-
tion and a reexamination proceeding are pend-
ing concurrently on a patent, a decision will
normally be made to merge the two proceedings
or to stay one of the two proceedings. The deci-
sion as to whether the proceedings are to be
merged. or which proceeding, if any, is to be
stayed is made in the Office of the Assistant
Commissioner for Patents.

Tmve ror Marxing Drosion on Mereing or
Stavine THE PROCEEDINGS

A decision on whether or not to merge the re-
issue application examination and the reexami-
nation proceeding, or to stay one of the two
proceedings, will not be made prior to the mail-
ing of an order to reexamine the patent pur-
suant to 37 CFR 1.525. Until such fime as re-
examination is ordered. the examination of the
reissue application will proceed. A determina-
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r+— tion on the request must not be delaye'd because

of the existence of a copending reissue applica-
tion since 35 U.S.C., 304 and § 1.515 require a
determination within three months following
the filing date of the request. See § 2241, If the
decision on the request denies reexamination
(§ 2247), the examination of the reissue appli-
cation should be continued. If reexamination
is ordered (§2246), the reexamination file, the
reissue application, and the patent file should
be delivered to the Office of the Assistant Com-
missioner for Patents promptly following the
mailing of the decision ordering reexamination.
The delivery of the files to the Office of the As-
sistant Commissioner should not be delayed
awaiting the filing of any statement under
§ 1.580 and any reply under § 1.535.

If a reissue application is filed during the
pendency of a reexamination proceeding, the
reexamination file, the reissne application, and
the patent file should be delivered to the Office
of the Assistant Commissioner for Patents as
promptly as possible after the reissue applica-
tion reaches the examining group.

The decision on whether or not the proceed-
ings are to be merged, or which proceeding, if
any, is to be stayed will generally be made as
promptly as possible after receipt of all of the
files in the Office of the Assistant Commissioner
for Patents. However, the decision on merging
or staving the proceedings may in certain situa-
tions be delaved until any submissions under
§ 1.530 and § 1.538 have heen filed. UIntil a deci-
sion is mailed mergine the proceedings or stay-
ing one of the proceedings, the two proceedings
will continue and be conducted simultaneously,
but separately. ‘

The Office may in certain situations issue a
certificate at the termination of a reexamina-
tion proceeding, even if a copending reissue ap-
plication or another reexamination request has

already been filed.

ConsiperaTioNs 1¥ Dreciine WHETHER TO
MEree TaHE ProceEnines or WHETHER To
Stay a ProceepIng

The decision on whether to merge the pro-
ceedings or stay a proceeding will be made on 2
ease-by-case basis based upon the status of the
varicus proceedings with due consideration
being given to the finality of the reexamination
proceeding.

1. Reissue about to issue, reexamination
requested. ‘

Tf the reissue patent. will issue before the de-
termination on the reexamination request must
be made, the determination on the request
should normally be delayed until after the
granting of the reissue patent and then be de-

Rev. 7, July 1081

MANUAL OF PATENT EXAMINING PROCCEDURE

cided on the basis of the claims in the reissue
patent. The reexamination, if ordered, would
then be on the reissue patent claims rather than
the original patent claims. Since the reissue ap-
plication would no longer be pending, the re-
examination would be processed in a normal
manner, _
Where a reissue patent has been issued, the
determination on the request for reexamination
should point out to the requester and patent
owner that the determination has been made on
the claims of the reissue patent and not on the
claims of the original patent. If a reissue patent
issues on the patent under reexamination after
reexamination is ordered the next action from
the examiner in the reexamination should point
out that further proceedings in the reexamina-
tion will be based on the claims of the reissue
patent and not on the patent surrendered.
Wording similar to the following may be
used in the examiner’s Office action. :

“In view of the surrender of original pat-

ent ... and the granting of reissue pat-
ent number ..__.____ which has been issued
ON e ; 19, all subsequent pro-

ceedings in this reexamination will be based
on the reissue patent claims.”

i2. Reissue pending, reexamination request
filed.

Where a reissue patent will not be granted
prior to the expiration of the three month pe-
riod for making the determination, a decision
will be made as to whether the proceedings are
to be merged or which proceeding, if any, is to
be stayed after an order to reexamine has been
issued. The general policy of the Office is to
merge the more narrow reexamination proceed-
ing with the broader reissue application exami-
nation whenever it is desirable to do so in the
interests of expediting the conduct of both pro-
ceedings. In making a decision on whether or
nof. to merge the two proceedings consideration
will be given to the status of the reissue applica-
tion examination at the time the order to reex-
amine the patent pursuant to 37 CFR 1.525 is

et
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mailed. For example, if examination of the re-

issue application has not begun, or if a rejection
of the primary examiner has not been appealed
to the Board of Appeals pursuant to 37 CFR
1.191, it is likely that a merger of the reissue
application examination and the reexamination
proceeding will be ordered by the Office of the
Assistant Commissioner for Patents. If, how-
ever, the reissue application is on appeal to the
Board of Appeals or the courts that fact would
be considered in making a decision whether to
merge the proceedings or stay one of the
proceedings,
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If such a merger of the proceedings is or-
dered, the order merging the proceedings will
also require that the patent owner place the
same claims in the reissue application and in
the reexamination proceeding for purposes of
the merged proceedings. An amendment may
be required to be filed to do this within a speci-
fied time set in the order merging the
proceedings.

If the reissue application examination has
progressed to the point where a merger of the
two proceedings is not desirable at that time,
then the reexamination proceeding will gener-
ally be stayed until the reissue application ex-
amination is complete on the issues then pend-
ing. After completion of the examination on the
issues then pending in the reissue application
examination, the stay of the reexamination pro-
ceeding will be removed and the proceedings
either merged or the reexamination proceeding
will be conducted separately if the reissue ap-
plication has become abandoned. The reissue
application examination will be reopened, if
necessary, for merger of the reexamination pro-
ceeding therewith.

If a stay of a reexamination proceeding has
been removed following a reissue application
examination, the first Office action will be given
a shortened statutory period for response of one
month unless a longer period for response is
clearly warranted g; the nature of the ex-
aminer’s sction, The second Office action will
normally be final and also have a one month
period for response. These shortened periods
are considered necessary to prevent undue delay
in terminating the proceedings and also to
proceed with “special dispatch” in view of the
earlier stay.

If the reissue application examination and the
reexamination proceeding are merged, the issu-
ance of the reissue patent will also serve as the
certificate under § 1.570 and the reissue patent
will so indicate, :

3. Reexamination proceedings underway, re-
issue application filed.

When s reissue application is filed after a
reexamination proceeding has begun following
an order therefor, the reexamination, patent,
and the reissue files should be forwarded to the
Office of the Assistant Commissioner for Pat-
ents for consideration as to whether or not to
merge the proceedings or stay one proceeding.

Where reexamination has already been or-
dered prior to the filing of a reissue application,
the following factors may be considered in de-
ciding whether to merge the proceedings or stay
one proceeding:

a. The status of the reexamination proceed-

> ing: For example, has a statement and reply
613
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been received, a first Office action been mailed, a
final rejection been given, or printing of cer-
tificate begun?

_ b. The nature and scope of the reissue applica-
tion: For example, are the issues presented in
the proceeding the same, overlapping, or com-
pletely separate; and are the reissue claims
broadening or related to issues other than re-

jections based on patents or printed publica-
tions?

Coxpucr oF MP;RGED Remssue Arrvication Ex-
AMINATION AND REExaMiNnaTioN PROCEEDINGS

If a reissue application examination and a re-
examination proceeding are merged, the merged
examination will be conducted on the basis of
the rules relating to the broader reissue applica-
tion examination. The examiner, in examining
the merged proceeding, will apply the reissue
statute, rules, and case law to the merged pro-
ceeding. This is appropriate in view of the fact
that the statutory provisions for reissue appli-
cations and reissue application examination in-
clude, inter alia, provisions equivalent to 35
U.S.C. 805 relating to the conduct of reexamina-
tion proceedings.

In any merged reissue application and reex-
amination proceeding the examiner’s actions
will take the form of a single action which
jointly applies to both the reissue application
and the reexamination proceeding. The action
will contain identifying data for both the re-
issue application and the reexamination pro-
ceeding and will be physically entered into both
files, which will be maintained as separate files.
Any responses by the applicant/patent owner in
such a merged proceeding must consist of a
single response, filed in duplicate, for entry in
both files.

If the applicant/patent owner in such a
merged proceeding fails to file a timely and ap-
propriate response to any Office action, the
merged proceeding will be terminated, the re-
issue application held abandoned, and the Com-
missioner will proceed to issue a reexamination
certificate under § 1.570 in accordance with the
last action of the Office unless further action is
clearly needed in view of the difference in rules
relating to reexamination and reissue proceed-
ings.

If the applicant/patent owner in such a
merged proceeding files an express abandon-
ment of the reissue application pursuant to 37
CFR 1.138, the next Office action of the exam-
iner will accept the express sbandonment, dis-
solve the merged proceeding, and continue the

reexamination proceeding. Any grounds of re- —
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jection which are not applicable under reexam-

ination should be withdrawn (e.g., based on
public use or sale) and any new grounds of re-
jection which are applicable under reexamina-
tion (e.g., improper groa&ened claims) should
be made by the examiner upon dissolution of
the merged proceeding. The existence of any
questions remaining which cannot be consid-
ered under reexamination following dissolution
of the merged proceeding would be noted by the
examiner as not being proper under reexamina-
tion pursuant to 37 CFR 1.552(e).

Perrrion 1o Mirer REISSUE  APPLICATION
ExAMINATION AND REEXAMINATION ProcEzD-
INGs or TO Stay Errurr Proceeping Brcatse
ofF THE Ex1stENce of tar OTHex

No petition to merge the proceedings, or stay
one of them, is necessary since the Office will
generally, sua sponte, make a decision to merge
the proceedings or stay one of them. If any peti-
tion to merge the proceedings, or to stay one
proceeding because of the other, is filed prior
to-the determination (§1.515) and order to
reexamine’ (§ 1.525) it will not be considered,
but will be returned to the party submitting the
same by the examining group director, regard-
less of whether the petition is filed in the re-
examination proceeding, the reissue applica-
tion, or both, This is necessary to prevent pre-
mature papers relating to the reexamination
proceeding from being filed. The decision re-
turning such a premature petition will be made
of record in both the reexamination file and the
reissue application file, but no copy of the peti-
tion will be retained by the Office. See § 2267.

While the patent owner can file a petition to
merge the proceedings, or stay one proceeding
because of the other, at any time after the order
to reexamine (§1.525), the better practice
would be to include any such petition with the
patent owner’s statement under § 1.530, in the
event the Office has not acted prior to that date

“to merge the proceedings or stay one of them.
Tf the requester of the reexamination is not the
patent owner. that party may petition to merge
the proceedings, or stay one proceeding because
of the other, as a part of a reply pursnant to
§ 1.585, in the event the Office has not acted
prior to that date to merge the proceedings or
stay one of them. A petition to merge the
proceedings, or stay one of them because of the
other, which is filed by a party other than the
patent owner or the requester of the reexamina-
tion will not be considered, but will be returned
to that party by the examining group director
as being improper under § 1.550(e).
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All decisions on the merits of petitions to
merge the reissue application examination and
the reexamination proceeding, or to stay one
proceeding because of the other, will be made
in the Office of the Assistant Commissioner for
Patents. Such petitions to merge the proceed-
Ings, or stay one of the proceedings because of
the other, which are filed by the patent owner
or the requester subsequent to the date of the
order for reexamination will be referred to the
Office of the Assistant Commissioner for Pat-
ents for decision.

2286 Reexamination and Litigation
Proceedings [R~7]

The federal courts and the Patent and Trade-
mark Office are jointly responsible for the over-
all administration of the patent system. In view
of that joint responsibility, and since maximum
benefit to the patent system occurs when the
Office and the federal courts act in harmony, it
is the policy of the Office that it will not “reliti-
gate” in a reexamination proceeding an issue of
patentability which has been resolved by a fed-
eral court on the merits after a thorough con-
sideration of the prior art called to its attention
in an adversary context. See /'n ve Pearne et al.,
212 USPQ 466 (Comr. Pat. 1981).

While it is the policy of the Office to act in
harmony with the federal courts, 35 U.8.C. 302
permits a request for reexamination to be filed
“at any time”. Thus, requests for reexamination
are frequently filed where the patent for which
reexamination is requested is involved in con-
current litigation. The guidelines set forth
below will generally govern Offiece handling of
reexamination requests where there is concur-
rent litigation in the federal courts.

Courr OrpErEp REEXAMINATION PROCEEDING OR
Limcarion STAYED vor REEXAMINATION

Any request for reexamination which indi-
cates that it is filed as a result of an order by a
court or that litigation is stayed for the filing of
a reexamination request will be taken up by the
examiner for decision six weeks after the re-
quest was filed. See § 2241, If reexamination is
ordered, the examination following the state-
ment by the patent owner under § 1.530 and the
reply by the requester under § 1.535 will be ex-
pedited to the extent possible. Office actions in
these reexamination proceedings will normally
sef. & one month shortened statutory period for
regponse rather than the two months usually set
in reexamination proceedings. See § 2263. This
one month period may be extended only upon a
showing of sufficient cause. See § 2263,
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Feperar Covrr Drasion Kxowx 1o EXAMINER
AT TR TrMme THE DETERMINATION ON THE
Request ror ReexaminatioNn Is Mape

1f a federal court decision on the merits of a
patent is known to the examiner at thet time the
determination on the request for reexamination
is made, the following guidelines will be fol-
lowed by the examiner, whether or not the per-
son who filed the request was a party to the
litigation )

1) No substantial new question of patent-
ability will be found based on (1) the same prior
art which was before the federal court; (2)
prior art which is merely cumulative to that
which was before the court; and (3) issues
which were actually resolved on the merits by
the court. o

(2) In meking the determination the ex-
aminer will compare the prior art and Issues
raised in the request with the prior art before
the federal court and the issues resolved onm
the merits by the court, without regard to either
the finality of the court decision or whether
the claims were held valid or invalid. _

(8) Where the claims were all held invalid
by a federal court decision for any reason no
substantial new question of patentability will
be found. )

(4) Where claims have been held valid by
the federal court, reexamination will be
ordered bv the examiner if (1) additional prior
art is relied on which is not merely cumulative
to that before the court; (2) the additional
prior art raises issues which were not resolved
on the merits by the court; and (3) the addi-
tional prior art is material to the examination
of at least one claim.

(5) Where the patent contains claims in ad-
dition to those upon which the federal court
ruled, reexamination will be ordered if (1) a
substantial new question of patentability as to
those additional claims is present and (2} the
same question was not resolved by the court in
ifs decision.

(6) EVacated].

(7) All determinations on requests for re-
examination which the examiner makes after
a federal court decision must be approved by
the examining group director.

For a discussion of the policy in specific sit-
nations where a federal court decision has been
issued see § 2242.

Reexamivation Wit CoNCURRENT LrricaTioN
Bour O=mperep Prior To Feperar Courr
Decrsron

In view of the statutory mandate to make the
determination on the request within three
months, the Office realistically has no choice
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but to make the determination on the request
based on the record before the examiner with-
out awaiting a decision by the federal court,
It is not realistic to attempt to determine what
issues will be treated by the federal court prior
to the court decision. Accordingly, the determi-
nation on the request will be made witheout con-
sidering the issues allegedly before the court.
If reexamination is ordered the reexamination
will continue until the Office becomes aware
that a trial on the merits has begun at which
time the reexamination proceeding normally
will be stayed, swe gponfe by the examining
group director unless a proper petition to stay
has been filed which is not rendered moot by
the sua sponte stay. Such petition will be re-
ferred to the Office of the Assistant Commis-
sioner for Patents, The patent owner is re-
quired by 37 CFR 1.565(a) to call the atten-
tion of the Office to any prior or concurrent
proceeding in which the patent is or was in-
volved and thus has an obligation to promptly
notify the Ofifice that a tria% on the merits has
begun in the federal court,

Freoerar, Courr Decision  Issurs  Arrer
Remxaminarion ORDERED

Pursuant to 37 CFR 1.565(a), the patent
owner in a reexamination proceeding must
promptly notify the Office of any federal court.
decision involving the patent, Where the re-
examination proceeding is currently stayed and
the court decision issues, or the Office becomes
aware of a court decision relating to a pending
reexamination proceeding, the order to re-
examine is reviewed to see if a substantial new
question of patentability is still present. If no
substantial new question of patentability is
present the order to reexamine is vacated by the
examining group director and reexamination is
terminated.

In making the review after the court decision
the examiner will follow the same guidelines
set forth above when making a determination
after a court decision. If the review reveals
that only different nonoverlapping issues are
present reexamination proceeding will continue
on the different nonoverlapping issues and any
previously ordered stay will be lifted after the
lower court’s decision. If the review reveals
that any of the different issues are, or may be,
overlapping with the issues decided by the
court, the reexamination proceeding will be
stayed, sua sponte, by the examining group
director and any previously ordered stay will
Ee iontinned until the court decision becomes

nal.

Once the court decision is issued it is con-
trolling. In circumstances where vacating the
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order is not appropriate, claims not under con-
sideration because of the court decision will be
indicated as having been withdrawn from con-
sideration because of the court decision, Since
claimg held invalid will be withdrawn from
consideration and not reexamined during a re-
examination proceeding no s:aectiﬂn on the
ground of collateral estoppel will be appropri-
ate in reexemination.

Prrrrion to Stay RrEsamiNaTioN PROCEEDING
Brcause or LaTication :

Any petition to stay a reexamination pro-
ceeding, because of litigation, which is filed
prior to the determination (§1.515) and order
to reexamine (§1.525) will not be considered,
but will be returned to the party submitting
the same by the examining group director. The
decision returning such a premature petition
will be made of record in the reexamination
file, but no copy of the ?etition will be retained
by the Office. See § 2267. o

A petition to stay the reexamination proceed-
ing because of litigation may be filed by the
patent owner as a part of the patent owner’s
statement under § 1.530 or subsequent thereto,
If o party to the litigation, other than the
- patent owner, is a requester of the reexamina-
tion, that party may petition to stay the re-
examination proceeding only if a reply pur-
suant to §1.535 is proper. Otherwise the re-
quester may only notify the Office of the litiga-
tton pursuant to § 1.565(a) and § 2282, If the
other party to litigation is not the requester,
any petition by that party is improper under
§ 1.550(e) and will not be considered. Any such
improper petitions will be returned to the party
submitting the same by the examining group
director, Petitions to stay, filed subsequent to
the date of the order for reexamination, will
be referred to the Office of the Assistant Com-
missioner for Patents for decision. All deci-
sions on the merits of petitions to stay reex-
amination proceedings because of litigation will
be made in the Office of the Assistant Commis-
sioner for Patents on a case-by-case basis. If a
timely petition to stay is filed, the examiner
should forward the reexamination and patent
files to the Office of the Assistant Commissioner
for Patents for consideration,

Lrrreamonr Ruview anp Grour Director
Arprovarn

In order to ensure that the Office is aware of
prior or concurrent litigation the examiner is
responsibile for conducting a reasonable investi-
gation for evidence as to whether the patent for
which reexamination is requested has been or is
involved in litigation. The investigation will in-
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clude a review of the reexamination file, the pat-
ent file, and the litigation records maintained in
the law library including the litigation card files
and Shepard’s U.S. Citations.

If the examiner discovers, af eny fime during
the reexamination proceeding, that there is liti-
gation or that there has been a federal court
decision on the patent, the fact will be brought
to the attention of the group director prior to
any further action by the examiner. The group
director must approve any action taken by the
examiner in such circumstances.

Feorrar, Courr Dreomsion CoNTROLLING IN
ReExaMinarion PROGEEDING

Once a federal court has ruled upon the merits
of a patent and reexamination is still appro-
riate under the guidelines set forth above, the
ederal court decision will be considered con-
trolling and will be followed as to issues resolved
on the merits 'biy the court. The reexamination
proceeding will be stayed where appropriate
until the court decision becomes final. A consent
judgment is not controlling as to requests filed
by a person not a party to the litigation.

2287 Conclusion of Reexamination
Proceedings [R-7]

Upon conclusion of the reexamination pro-
ceedings, the examiner must prepare the reex-
amination file so that the Office of Publications
can prepare and issue a certificate in accordance
with 87 CFR 1.570 and 35 U.S.C. 307 setting
forth the results of the reexamination proceed-
ing and the content of the patent following the
proceeding. See § 2288,

In preparing the reexamination file for pub-
lication of the certificate, the examiner must re-
view the reexamination and patent files to be
sure that all the apgropriate parts are com-
pleted. The review should include completion
of the following items:

8. the “Reexam Field of Search” and the
“Search Notes”—to be sure the file wrapper is
filled in with the classes and subelasses that were
actually searched and other areas consulted.

b. the “Print Claim (s)” box—to be sure that
a representative claim which has been reex-
amined is indicated for publication in the Of-
cial Gazette, :

¢. the “Drawing Fig. For 0.G.” box—to be
sure that an appropriate drawing figure is in-
dicated for printing on the certificate cover
sheet and in the Official Gazette.

d. face of the file—to be sure that the neces-
sarv data is included thereon.

The examiner must also fill out a blue issue
slip form PT0O~270 and include the current in-
ternational classification and U.S. classification
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for both the original classification and all eross-
references.

If any new cross-references are added, the
examiner must order a copy of the patent by
using form PTO-14B and place the copy in the
search file so that the certificate may be
attached thereto when it issues.

I£ a paper has been submitted by the patent
owner indicating the names of the attorneys to
be published on the certificate, that paper
should be physically placed on top of the other
papers in the center of the reexamination file at
the conclusion of the proceedings.

A fter the examiner has completed the review
and the reexamination and patent files have
been turned in, the reexamination clerk will re-
vise and update the files and forward the reex-
amination file to the Office of Publications for
printing via the Office of Quality Review.

The examiner must also complete a check list
form for the reexamination file which will be
forwarded to the Office of Publications
identifying:

1. any amendments to the abstract and
description

2. any amendments to the drawings

3. any claims amended

4. any claims cancelled

5. any claims added .

6. any claims the patentability of which

has been confirmed .

7. any unamended eclaims which are de-
pendent on amended claims, determined to be
patentable

8. any claims not reexamined

9. anv decision of the Patent and Trade-
mark Office, federal court. or other forum
which may affect the validity of the patent,
but which have not been considered during
reexamination.

The clerk should check to see if any changes
in especially:
1. the title,
2. the address of the owner’s attorney, or
3. the requester’s address

have been properlv entered on the face of the
reexamination and patent files and in the
PAILM data base,

2288 Issuance of Reexamination Cer-
tificate [R-9]

35 U.B.C. 307, Certificate of patentability, unpetent-
ebitity, and claim concellation, (2) In a reexamination
proceeding under this chapter, when the time for ap-
peal has expired or any appeal proceeding has termi-
nated, the Commissioner will issue and publish & cer-
tificate canceling any claim of the patent finally deter-
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mined to be unpatentable, confirming any elaim of the
patent determined to be patentable, and incorporating
in the patent any proposed amended or new claim de-
termined to be patentable,

* L] * L *

37 OFR 1.570 Issuance of reexamination certificate
efter reecamination proceedings. (a) Upon the con-
clusion of reexamipation proceedings, the Commis-
sioner will issue a certificate in accordance with 85
T.8.C, 807 setting forth the results of the reexamina-
tion proceeding and the content of the patent following
the reexamination proceeding,

(b) A certificate will be issued in each patent in
which a reexamination proceeding has been ordered
under §1.525. Any statutory disclaimer flled by the
patent owner will be made part of the certificate.

{¢) The certificate will be mafled on the day of its
date to the patent owner at the address as provided
for in §1.33(c). A copy of the certificate will also
be mailed to the reguester of the reexamination
procesding.

(dy If a certificate has been issued which ecancels all
of the claims of the patent, no further Office proceed-
ings will be conducted with regard to that patent or
any reissue applications or reexamination requests re-
lating thereto.

() If the reexamination proceeding is terminated
by the grant of a reissued patent as provided in

§ 1.565(d), the reissued patent will constitute the re- g

examination certificate required by this section and 35
TU.8.C. 307.

{f) A notice of the issuance of each cerfificate under
this seetion will be published in the Opficial Gazette
on its date of issuance.

Since abandonment is not possible in a re-
examination proceeding, a certificate will be is-
sued at the conclusion of the proceeding in each
patent in which a reexamination proceeding
has been ordered under § 1.525 except where the
reexamination has been terminated by the grant
of a reissue patent on the same patent.

The certificate will set forth the results of the
proceeding and the content of the patent fol-
lowing the reexamination proceeding.

The certificate will: .

a. cancel any claims determined to be un-
patentable;

b. confirm any patent claims determined to
be patentable;

c. incorporate into the patent any amended
or new claims determined to be patentable;

d. make any changes in the description ap-
proved during reexamination ;

e. include any statutory disclaimer filed by
the patent owner;

f. refer to unamended claims held invalid on
final holding bv another forum on grounds not
based on patents or printed publications;

g. refer to any patent claims not reexamined;

Rev. 9, Sept. 1882



R

2289

h. be mailed on the day of its date to the
patent owner at the address provided for in
§ 1.83(c) and a copy to the requester; and. .

i. refer to patent claims, dependent on
amended claims, determined to be patentable.

If a certificate issues which cancels sll of the
claims of the patent, no further Office proceed-
ings will be conducted with regard to that pat-
ent or any reissue application or reexamination
request directed thereto.

If a reexamination proceeding is terminated
by the grant of a reissued patent as provided
for in § 1.565(b), the reissued patent will con-
stitute the reexamination certificate required by
35 U.S.C. 307 and this section.

A notice of the issuance of each reexamina-
tion certificate will be published in the Official
Gazette on its date of issuance in a format simi-
lar to that used for reissue patents, See § 2291.

2289 Quality Review [R-7]

Reexamination files are reviewed by Quality
Review on a regular basis. All reexamination
cases ave screened in Quality Review for obvi-
ous errors and proper prepsration in order to
issue a certificate. A substantive determination
will be made in a sample of reexamination cases
reviewed by the Quality Review Examiners.
This review is an appropriate vehicle to provide
information on the uniformity of practice and
to help identify problem areas.

2290 Format of Certificate [R~7]

The reexamination certificate will be for-
matted much the same as the title page of cur-
rent UL.S. patents. The certificate will be titled
“Reexamination Certificate” and will carry the
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patent number of the original patent preceded
by the letter “B” and the number of the reex-
amination proceeding of that patent. For exam-
ple, “1” for the first reexamination certificate
and “2” for the second reexamination certifi-
cate, The letter designation distinguishes the
certificate as being a reexamination certificate,
Thus, a second reexamination certificate for the
same patent would be designated as “B2” fol-
lowed by the patent number.

The certificate will denote the date the cer-
tificate was issued at INID code [45] (see
§ 901.04). The title, name of inventor, interna-
tional and U.S. classification, the abstract, and
the list of prior art documents will appear at
their respective INID code designations much
the same as is presently done in utility patents.

The primary differences, other than as indi-
cated above are:

1. the filing date and number of the request
is preceded by “Reexamination Request”;

2. the patent for which the certification is
now issued is identified under the heading
‘“Reexamination Certificate for”; and

3. the prior art documents cited at INID
code [56] will be only those which are part
of the reexamination file and cited on forms
PTO-1449 (and have not been crossed out be-
gglése they were not considered) and PTO-

Finally, the certificate will specify the claims
confirmed as patentable and those cancelled.
Any new claims will be printed and any amend-
ed claims will be printed indicating the amend-
ments thereto. Any prior court decisions will be
identified as well as the citation of the court
decision.
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REEXAMINATION CERTIFICATE (ist)

United States Patent 9 - (1 Bl 3,367,320
Jean et al. [48) Certificate Issued  Dec, 29, 1981
I54) SELF-VENTILATING COOKING RANGE [56} References Cited
{75] Inventors: Louwis 3. Jenn; Thomas R, Field,
both of Indianapolis, Iad. ; U.S. PATENT DOCUMENTS
. . S 2076479 1736 - O'Connell.
(73] Assignee: 'l":‘*‘”' Corporation, Indisnapolis, 2674991 471958 SchUOLEr..orrmomses sy 126—259
nd. 3,002,513 10/61 Morasch,
3,102,533 971963 Jonn et al.rmcrininssosn, 1267303
Reexamination Request Frimary Examiner--Edward G. Favors.
No. $0/000,027, Jul. 14, 1931 157) ABSTRACT
R“‘“;:":ﬁ:'No ; e;gs;gm An apparatus for capturing and exhausting grease
Issued:  Feb. 6, 1968 iaden or odoriferous vapors produced when cooking

Appl. No.: 868,522 on surface heating elements of & cooking range, and

50 including provision for establishing a negative pres-

Filed: Jul. 28, 1966 sure region immedintely sbove the surface heating

is1}] .32 FUC 15/20  elements and substantielly coextensive therewith, and

[s2] us.G... 126/300  for removing such vapors from the region through a

[58] Fueid of Search........ 126/299, 300, 303; 98/115R  suitable plenum housing and from thence to appropri-
aie venting apparatus.

619 _ Rev. 7, July 1881
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B! 3,367,320

i 2
_ AS A RESULT OF REEXAMINATION, IT HAS
= REEXAMINATION CERTIFICATE BEEN DETERMINED THAT:

ISSUED UNDER 35 U.S.C, 307,

NO AMENDMENTS HAVE BEENMADETO ¢4
. THE PATENT

‘The patentability of claims 1~7 is confirmed.
& 2 & @
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the status of each claim following reexamina- ——
tion. :

Additionally, a representative claim will be
published along with an indication- of any
changes to the specification, '

CITATION .OF PRIOR ART AND REEXAMINATION OF PATENTS
= 2291 Notice of Certificate Issuance in
Official Gazette [R-7]

The Official Gazette notice WiH‘ ihclu@e bib-
Hographic information, and an indication of

REEXAMINATIONS
DECEMBER 29, 1981

Matter enclosed in heavy brackets § 3 appears in the patent but forms no part of this reexemination specification; matier printed
' in #alics indicates sdditiont made by veexemination

Bi 3,367,320 (1st)

L. For use with & cooking range of the type having a
SELF-VENTILATING COOKING RANGE

horizontal surface and at least one series of substantially

Lewis J. Jenn and Thomas R, Field, Indianspolis, Ind.,
assignors to Jenn-Air Corporstion, Indiznepolis, Ind.
Reexamination Request No. 90/000,027, Jul. 14, 1981,

Reexamination Certificate for Patent No. 3,367,320, issued

Feb, §, 1968, Ser, No, 568,522, Jul. 28, 1966,
US, Q. 116-300 Iat. CL3 F24C 15/20

aligned heating elements positioned thercon for cooking
purposes, the combination thereof with apparatus, for
capturing and removing grease laden or odoriferous
vapors produced while cooking on said range, said appa-
ratus comprising, means defining an clongate air intske
opening substantially flush with said surface, said opening

being in close proximate relation to and substantially fon-
gitudinally coextensive with said series of heating ele-
ments, s plenum housing coupled to said air intake open-
ing defining means and disposed beneath said surface, and
power driven air moving means communicating with said
plenum housing for continuously drawing & high volume
rate of air through said air intake opening and plenum
housing and thereby creste & region of negative air pres-
sure immedistely above said opening, said negative air
pressure region extending over said series of heating ele-
ments and being substantially coextensive therewith
whereby the grease laden or odoriferous vapors present
in the air above said surface and said series of heating
elements is positively captured and removed through said
opening and said pienum housing.

AS A RESULT OF REEXAMINATION, IT HAS
BEEN DETERMINED THAT:

The patentability of claims 1-7 is confirmed.

1580
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2292 Distribution of Certificate
[R-7] |

A copy of the reexamination -certificate
should be stapled to each copy of the patent in
the search files. A copfy of the certificate will
also be made a part of any patent copies pre-
pared by the Office subsequent to the issuance of
the certificate.

A copy of the certificate will also be for-
warded to all depository libraries and to those
foreign offices which have an exchange agree-
ment with the U.S. Patent and Trademark
Office.

2293 Intervening Rights [R-7]
85 U.R.C. 307. Certificnte of patentability, unpateata-
bility, and claim cancellation.

3 2 % " *

Rev. 7, July 1981 622

MANUAL OF PATENT EXAMINING PROCEDURE

{b}) .Any' proeposed améndment or new claim deter- ey
mined to be patentable and incorporated into a pafent

followl-ng a reexamination proceeding will have the
same effect as that specified in section 252 of this title
for retssued patents on the right of any person who
made, purchased, or used anything patented by such
proposed amended or new claim, or who made substan-
tial preparation for the same, prior to issuance of a
certificate under the provisions of subsection (a) eof
this section.”. ‘

The situation of intervening rights result-
ing from reexamination proceedings parallel
those resulting from reissue proceedings and
the rights detailed in 35 U.S.C. 252 apply

equally in reexamination and reissue situations. -

(





