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PART I - PATENT AND TRADEMARK

OFFICE
CHAPTER 1 - ESTABLISHMENT, OFFICERS,
FUNCTIONS
Sec.
1 Establishment.
2 Seal.

3 Officers and employees.

4 Restrictions on officers and employees as to interest in patents.
5 [Repealed.]

6 Duties of Commissioner.

7 Board of Patent Appeals and Interferences.

8§ Library.

9 Classification of patents.

10 Certified copies of records.

11 Publications.

12 Exchange of copies of patents with foreign countries.
13 Copies of patents for public libraries.

14 Annual report to Congress.

35US.C.1 Establishment.

°  ThePatentand Trademark Office shall continue as an office
in the Department of Commerce, where records, books, draw-
ings, specifications, and other papers and things pertaining to

—=patents and to trademark registrations shall be kept and pre-
served, except as otherwise provided by law.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

- 35U8.C. 2 Seal.

The Patent and Trademark Office shaill have a seal with
which letters patent, certificates of trade-mark registrations, and
papers issued from the Office shall be authenticated.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 3 Officers and employees.

(a) There shall be in the Patent and Trademark Office a
Commissioner of Patents and Trademarks, a Deputy Commis-
sioner, two Assistant Commissioners and examiners-in-chief
appointed under section 7 of this title, The Deputy Commis-
sioner, or, in the event of a vacancy in that office, the Assistant
Commissioner senior in date of appointment, shall fill the office
of Commissioner during a vacancy in that office until the
Commissioner is appointed and takes office. The Commis-
sioner of Patents and Trademarks, the Deputy Commissioner,
and the Assistant Commissioners shall be appointed by the
President, by and with the advice and consent of the Senate, The
Secretary of Commerce, upon the nomination of the Commis-
sioner, in accordance with law shall appoint all other officers
and employees.

(b) The Secretary of Commerce may vest in himself the
functions of the Patent and Trademark Office and its officers
and employees specified in this title and may from time to time
authorize their performance by any other officer or employee.

(c) The Secretary of Commerce is authorized to fix the per

.annum rate of basic compensation of each examiner-in-chief in
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the Patent and Trademark Office at not in excess of the maxi-
mum scheduled rate provided for positions in grade 17 of the
General Schedule of the Classification Actof 1949, asamended.

(d) The Commissioner of Patents and Trademarks shall be
an Assistant Secretary of Commerce and shall receive compen-
sation at the rate prescribed by law for Assistant Secretaries of
Commerce.

(e) The members of the Trademark Trial and Appeal Board
of the Patent and Trademark Office shall each be paid at a rate
not to exceed the maximum rate of basic pay payable for GS-16
of the General Schedule under section 5332 of title 5.

(Subsection (c) amended Sept. 6, 1958, Public Law 85-933, sec. 1,
72 Stat. 1793; Sept. 23, 1959, Public Law 85-370, sec. 1(a), 73 Stat.
650; Aug. 14, 1964, Public Law 88-426, sec. 305(26), 78 Stat. 425; Jan.
2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Jan. 2, 1975, Public
Law 93-601, sec. 1, 88 Stat. 1956; Aug. 27, 1982, Public Law 97-247,
sec. 4, 96 Stat. 319.)

(Subsection (d) added Oct. 25, 1982, Public Law 97-366, 96 Stat.
1760.)

(Subsection (¢) added Nov. 8, 1984, Public Law 98-622, sec. 405,
98 Stat. 3392.)

35U.8.C. 4 Restrictions on officers and employees
as to interest in patents.

Officers and employees of the Patent and Trademark Office
shall be incapable, during the period of their appointments and
for one year thereafter, of applying for a patent and of acquiring,
directly or indirectly, except by inheritance or bequest, any
patent or any right or interest in any patent, issued or to be issued
by the Office. In patents applied for thereafter they shall not be
entitled to any priority date earlier than one year after the
termination of their appointment.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35US.C. § [Repealed]

(Sune 6, 1972, Public Law 92-310, Title I, sec. 208(a), 86 Stat.
203.)

35U.5.C. 6 Duties of Commissioner,

(a) The Commissioner, under the direction of the Secretary
of Commerce, shall superintend or perform all duties required
by law respecting the granting and issuing of patents and the
registration of trademarks; shall have the authority to carry on
studies, programs or exchanges of items or services regarding
domestic and international patent and trademark law or the
administration of the Patent and Trademark Office; and shall
have charge of property belonging to the Patent and Trademark
Office. He may, subject to the approval of the Secretary of
Commerce, establish regulations, not inconsistent with law, for
the conduct of proceedings in the Patent and Trademark Office.

(b) The Commissioner, under the direction of the Secretary
of Commerce, may, in coordination with the Department of
State, carry on programs and studies cooperatively with foreign
patent offices and international intergovernmental organiza-
tions, or may authorize such programs and studies to be carried
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on, in connection with the performance of duties stated in
subsection (a) of this section.

(c) The Commissioner, under the direction of the Secretary
of Commerce, may, with the concurrence of the Secretary of
State, transfer funds appropriated to the Patent and Trademark
Office, not to exceed $100,000 in any year, to the Department
of State for the purpose of making special payments to interna-
tional intergovernmental organizations for studies and pro-
grams for advancing international cooperation concerning pat-
ents, trademarks, and related matters. These special payments
may be in addition to any other payments or contributions to the
international organization and shall not be subject to any limi-
tations imposed by law on the amounts of such other payments
or contributions by the Government of the United States.

(Subsection (c) amended Oct. 5, 1971, Public Law 92-132, 85 Stat.
364; Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949; Aug. 27,
1982, Public Law 97-247, sec. 13, 96 Stat. 321.)

(Subsection (d) repealed Aug. 27, 1982, Public Law 97-247, sec. 7,96
Stat. 329.)

35U.S.C.7 Board of Patent Appeals and
Interferences.

(a) The examiners-in-chief shall be persons of competent
legal knowledge and scientific ability, who shall be appointed to
the competitive service. The Commissioner, the Deputy
Commissioner, the Assistant Commissioners, and the examin-
ers-in-chief shall constitute the Board of Patent Appeals and
Interferences.

(b) Fhe Board of Patent Appeals and Interferences shall, on
written appeal of an applicant, review adverse decisions of
examiners upon applications for patents and shall determine
priority and patentability of invention in interferences declared
under section 135(a) of this title. Each appeal and interference
shall be heard by at least three members of the Board of Patent
Appeals and Interferences, who shall be designated by the
Commissioner. Only the Board of Patent Appeals and Interfer-
ences has the authority to grant rehearings.

(c) Whenever the Commissioner considers it necessary, in
order to keep current the work of the Board of Patent Appeals
and Interferences, the Commissioner may designate any patent
examiner of the primary examiner grade or higher, having the
requisite ability, to serve as examiner-in-chief for periods not
exceeding six months each. An examiner so designated shall be
qualified to act as a member of the Board of Patent Appeals and
Interferences. Not more than one of the members of the Board
of Patent Appeals and Interferences hearing an appeal or deter-
mining an interference may be an examiner so designated. The
Secretary of Commerce is authorized to fix the pay of each
designated examiner-in-chief in the Patent and Trademark
Office at not to exceed the maximum rate of basic pay payable
for grade GS-16 of the General Schedule under section 5332 of
title 5. The rate of basic pay of each individual designated exam-
iner-in-chief shall be adjusted, at the close of the period for
which that individual was designated to act examiner-in-chief,
to the rate of basic pay that individual would have been receiv-
ing at the close of such period if such designation had not been
made.
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(Amended Nov. 8, 1984, Public Law 98-622, sec. 201(a), 98 Staz.
3386.)

JSU.S.C.8 Library.

The Commissioner shall maintain a library of scieatific and
other works and periodicals, both foreign and domestic, in the
Patent and Trademark Office to aid the officers in the discharge
of their duties.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35U.8.C.9 Classification of patents.

The Commissioner may revise and maingain the classifica-
tion by subject matter of United States letters patent, and such
other patents and printed publications as may be necessary or
practicable, for the purpose of determining with readiness and
accuracy the novelty of inventions for which applications for
patent are filed.

35U.S.C. 10 Certified copies of records.

The Commissioner may furnish certified copies of specifi-
cations and drawings of patents issued by the Patent and Trade-
mark Office, and of other records available cither to the public
or to the person applying therefore.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 11 Publications

(a) The Commissioner may print, or cause to be printed, the
following:

1. Patents, including specifications and drawings, together
with copies of the same. The Patent and Trademark Office may
print the headings of the drawings for patents for the purpose of
photolithography.

2. Certificates of trade-mark registrations, including state-
ments and drawings, together with copies of the same.

3. The Official Gazette of the United States Patent and
Trademark Office.

4. Annual indexes of patents and patentees, and of trade-
marks and registrants.

5. Annual volumes of decisions in patent and trade-mark
cases.

6. Pamphlet copies of the patent laws and rules of practice,
laws and rules relating to trade-marks, and circulars or other
publications relating to the business of the Office.

(b) The Commissioner may exchange any of the publica-
tions specified in items 3, 4, 5, and 6 of subsection (a) of this
section for publications desirable for the use of the Patent and
Trademark Office.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 12, Exchange of copies of patents with foreign
countries,
The Commissioner may exchange copies of specifications
and drawings of United States patents for those of foreign
countries.
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35 US.C. 13. Copies of patents for public libraries,

The Commissioner may supply printed copies of specifica-
tions and drawings of patents to public libraries in the United
States which shall maintain such copies for the use of the public,
at the rate for each year’s issue established for this purpose in
section 41(d) of this title.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 15, 96 Stat.
321)

35 US.C. 14. Annual report to Congress.

The Commissioner shall report 1o Congress annually the
moneys received and expended, statistics concerning the work
of the Office, and other informationrelating to the Office asmay
be useful to the Congress or the public.

CHAPTER 2 - PROCEEDINGS IN THE PATENT AND
TRADEMARK OFFICE
Sec.
21 Filing date and day for taking action.
22 Printing of papers filed.
+ 23 Testimony in Patent and Trademark Office cases.
24 Subpoenas, witnesses. ’
25 Declaration in lieu of oath.
26 Effect of defective execution.

35 U.S.C. 21 Filing date and day for taking action.

(a) The Commissioner may by rule prescribe that any paper
or fee required to be filed in the Patent and Trademark Office
will be considered filed in the Office on the date on which it was
- deposited with the United States Postal Service or would have

been deposited with the United States Postal Service but for
postal service interruptions or emergencies designated by the
Commissioner.

(b) When the day, or the last day, for taking any action or
paying any fee in the United States Patentand Trademark Office
falls on Saturday, Sunday, or a federal holiday within the
Digtrict of Columbia, the action may he taken, or fee paid, on the
next succeeding secular or business day.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949;
Aug. 27, 1982, Public Law 97-247, sec. 12, 96 Stat. 321.)

35 U.S.C. 22 Printing of papers filed.
The Commissioner may require papers filed in the Patent
and Trademark Office to be printed or typewritten.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 US.C. 23 Testimony in Patent and Trademark
Office cases

The Commissioner may establish rules for taking affidavits
and depositions required in cases in the Patent and Trademark
Office. Any officer authorized by law to take depositions to be
used in the courts of the United States, or of the State where he

- resides, may take such affidavits and depositions.
(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)
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35 US.C. 24. Subpoenas, wilnesse

The clerk of any United States counfmﬂwdwmwhmnm
testimony is to be taken for use in any contested case in the
Patent and Trademark Office, shall, upon the application of any
pasty thereto, issue a subpoena for any witness residing orbeing
within such district, commanding him to appear and testify
before an officer in such district authorized to take depositions
and affidavits, at the time and place stated in the subpoena. The
provisions of the Federal Rules of Civil Procedurerelating to the
attendance of witnesses and to the production of documents and
things shall apply to contested cases in the Patent and Trade-
mark Office.

Every witness subpoenaed and in attendance shall be al-
lowed the fees and traveling expenses allowed to witnesses
attending the United States district courts.

A judge of a court whose clerk issued a subpoena may
enforce obedience to the process or punish disobedience as in
other like cases, on proof that a witness, served with such
subpoena, neglected or refused to appear or to testify. No
witness shall be deemed guilty of contempt for disoheying such
subpoena unless his fees and traveling expenses in going to, and
returning from, and one day’s attendance at the place of exami-
nation, are paid or tendered him at the time of the service of the
subpoena; nor for refusing to disclose any secret matter except
upon appropriate order of the court which issued the subpoena.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 25 Declaration in licu of oath. )

(a) The Commissioner may by rule prescribe that any docu-
ment to be filed in the Patent and Trademark Office and which
isrequired by any law, rule, or other regulation to be under oath
may be subscribed to by a written declaration in such form asthe
Commissioner may prescribe, such declaration to be in lieu of
the oath otherwise required.

(b) Whenever such written declaration is used, the document
must warn the declarant that willful false statements and the like
are punishable by fine or imprisonment, or both (18 U.S.C.
1001).

(Added Mar. 26, 1964, Public Law 88-292, sec. 1, 78 Stat. 171;
amended Jan, 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 US.C. 26 Effect of defective execution.

Any document to be filed in the Patent and Trademark
Office and whichisrequired by any law, rule, or otherregulation
to be executed in a specified manner may be provisionally
accepted by the Commissioner despite a defective execution,
provided a properly executed document is submitted within
such time as may be prescribed.

(Added Mar. 26, 1964, Public Law 88-292, sec. 1, 78 Stat. 171;
amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)
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CHAPTER 3 - PRACTICE BEFORE PATENT AND
TRADEMARK OFFICE
Sec.
31 Regulations for agents and attomeys.
32 Suspension or exclusion from practice.
33 Unauthorized representation as practitioner.

35 U.S.C. 31 Regulations for agents and attorneys

The Commissioner, subject to the approval of the Secretary
of Commerce, may prescribe regulations goveming the recog-
nition and conduct of agents, attoreys, or other persons repre-
senting applicants or other parties before the Patent and Trade-
mark Office, and may require them, before being recognized as
representatives of applicants or other persons, to show that they
are of good moral character and reputation and are possessed of
the necessary qualifications to render to applicants or other
persons, valuable service, advice, and assistance in the presen-
tation or prosecution of their applications or other business
before the Office.

(Amm}ded Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)
35U.S.C. 32 Suspension or exclusion from practice

The Commissioner may, after notice and opportunity for a
hearing, suspend or exclude, either generally orin any particular
case, from further practice before the Patent and Trademark
Office, any person, agent, or attorney shown 1o be incompetent
or disreputable, or guilty of gross misconduct, or who does not
comply with the regulations established under section 31 of this
title, or who shall, by word, circular. letter, or advertising, with
intent to defraud in any manner, deceive, mislead, or threaten
any applicant or prospective applicant, or other person having
imrmediate or prospective business before the Office. The rea-
sons for any such suspension or exclusion shall be duly re-
corded. The United States District Court for the District of
Columbia, under such conditions and upon such proceedings as
itby its rules determines, may review the action of the Commis-
sioner upon the petition of the person so refused recognition or
so suspended or excluded.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat.1949.)

35 U.S.C. 33 Unauthorized representation as
practitioner.

Whoever, not being recognized to practice before the Patent
and Trademark Office, holds himself out or permits himself to
be held out as so recognized, or as being qualified to prepare or
prosecute applications for patent, shall be fined not more than
$1,000 for each offense.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

CHAPTER 4 - PATENT FEES
Sec.
41 Patent fees.
42 Patent and Traderark Office funding,
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38 US.C. 41 Patent fees.
(a) The Commissioner shall charge the following fees:

1. On filing cach application for an original patent, except
in design or plant cases, $300%; in addition, on filing or on
presentation at any other time, $30* for each claim in independ-
ent form which is in excess of three, $10* for each claim
(whether independent or dependent) which is in excess of
twenty, and $100* for each application containing a multiple
dependent claim. For the purpose of computing fees, a multiple
dependent claim as referred to in section 112 of this title or any
claim depending therefrom shall be considered as separate
dependent claims in accordance with the number of claims to
which reference is made. Errors in payment of the additional
fees may be rectified in accordance with regulations of the
Commissioner.

2. For issuing each original or reissue patent, except in
design or plant cases, $500%.

3. In design and plant cases:

a. On filing each design application, $125%.
b. On filing each plant application, $200*.
¢. On issuing each design patent, $175*.

d. On issuing each plant patent, $250%.

4. On filing each application for the reissue of a patent,
$300*; in addition, on filing or on presentation atany othertime,
$30* for each claim in independent form which is in excess of
the number of independent claims of the original patent, and
$10* for each claim (whether independent or dependent) which
isin excess of twenty and also in excess of the number of claims
of the original patent. Errors in payment of the additional fees
may be rectified in accordance with regulations of the Commis-
sioner.

5. On filing each disclaimer, $50*.

6. On filing an appeal from the examiner to the Board of
Patent Appeals and Interferences, $115%; in addition, on filing
abrief in support of the appeal, $115*, and on requesting an oral
hearing in the appeal before the Board of Patent Appeals and
Interferences, $100*,

7. On filing each petition for the revival of an
unintentionally abandoned application for a patent or for the
unintentionally delayed payment of the fee for issuing each
patent, $500*, unless the petition is filed under sections 133 or
151 of this title, in which case the fee shall be $50%.

8. For petitions for one-month extensions of time to take
actions required by the Commissioner in an application:

a. On filing a first petition, $50%*.
b. On filing a second petiticn, $100*,
c. On filing a third or subsequent petition, $200*,
(b) The Commissioner shall charge the following fees for
maintaining a patent in force:

1. Three years and six months after grant. $400%*,

2. Seven years and six months after grant, $800%*.

3. Eleven years and six months after grant, $1,200%*.

Unless payment of the applicable maintenance fee is re-
ceived in the Patent and Trademark Office on or before the date
the fee is due or within a grace period of six months thereafter,
the patent will expire as of the end of such grace period. The
Commissioner may require the payment of a surcharge as a

L-6




PATENT LAWS 42

condition of accepting within such six-month grace period the
late payment of the applicable maintenance fee. No fee will be
established for maintaining a design or plant patent in force.

(c)(1) The Commissioner may accept the payment of any
maintenance fee required by subsection (b) of this section after
the six-month grace period if the delay is shown to the satisfac-
tion of the Commissioner to have been unavoidable, The
Commissioner may require the payment of a surcharge as a
condition of accepting payment of any maintenance fee afier the
six-month grace period. If the Commissioner accepts payment
of amaintenance fee after the six-month grace period, the patent
shall be considered as not having expired at the end of the grace
period.

(2) No patent, the term of which has been maintained as a
resultof the acceptance of a payment of a maintenance fee under
this subsection, shall abridge or affect the right of any person or
his successors in business whomade, purchased or used after the
six-month grace period but prior to the acceptance of a mainte-
nance fee under this subsection anything protected by the
patent, to continue the use of, or to sell to others to be used or

. sold, the specific thing so made, purchased, or used. The court
before which such matter is in question may provide for the
continued manufacture, use or sale of the thing made, pur-
chased, or used as specified, or for the manufacture, use or sale

~of which substantial preparation was made after the six-month
grace period but before the acceptance of a maintenance fee
under this subsection, and it may also provide for the continued
practice of any process, practiced, or for the practice of which
substantial preparation was made, after the six-month grace
period but prior to the acceptance of a maintenance fee under
this subsection, to the extent and under such terms as the court
deems equitable for the protection of investments made or
business commenced after the six-month grace period but
before the acceptance of a maintenance fee under the subsec-
tion.

(d) The Commissioner will establish fees for all other proc-
essing, services, or materials related to patents not specified
above torecover the estimated average cost to the Office of such
processing, services, or materials. The yearly fee for providing
a library specified in section 13 of this title with uncertified
printed copies of the specifications and drawings for all patents
issued in that year will be $50.

(e) The Commissioner may waive the payment of any fee for
any service or material related to patents in connection with an
occasional or incidental request made by a department or
agency of the Government, or any officer thereof. The Commis-
sioner may provide any applicant issued a notice under section
132 of this title with a copy of the specifications and drawings
for all patents referred to in that notice without charge.

() The fees established in subsections (a) and (b) of this
section may be adjusted by the Commissioner on October 1,
1985, and every third year thereafter, to reflect any fluctuations
occurring during the previous three yearsin the Consumer Price
Index, as determined by the Secretary of Labor. Changes of less
- than 1 per centum may be ignored.

e

(g) No fee established by the Commissioner under this
section will take effect prior to sixty days following notice inthe
Federal Register.

(h)(1) Fees charged under subsection (8) or (b) shall be
reduced by 50 percent with respect to their application to any
small business concern as defined under section 3 of the Small
Business Act, and to any independent inventor or nonprofit
organization as defined in regulations issued by the Commis-
sioner of Patents and Trademarks.

(2) With respect to its application to any entity described in
paragraph (1), any surcharge or fee charged under subsection (¢)
or (d) shall not be higher than the surcharge or fee required of
any other entity under the same or substantially similar circum-
stances.

(Subsection (a)(6) amended Nov. 8, 1984, Public Law 98-622, sec.
204(a), 98 Stat. 3388.)

(Subsection (g) amended Dec. 12, 1980, Public Law 96-517, sec.
2, 94 Stat. 3017; Aug. 27, 1982, Public Law 97-247, sec. 3, 96 Stat.
317.)

(Subsection (h) added Nov. 6, 1986, Public Law 99-607, sec.
1(X2).)

* NOTE: UNDER 35 U.S.C. subsection 41(f),
THE AMOUNTS OF THE FEES HAVE BEEN

INCREASED BY RULE; SEE 37 CFR 1.16 - 1.21
FOR CURRENT AMOUNTS

35US.C. 42 Patent and Trademark Office funding.

(a) All fees for services performed by or materials furnished
by the Patent and Trademark Office will be payable to the
Commissioner.

(b) All fees paid to the Commissioner and all appropriations
for defraying the costs of the activities of the Patent and
Trademark Office will be credited to the Patent and Trademark
Office Appropriation Account in the Treasury of the United
States, the provisions of section 725e of title 31, United States
Code, notwithstanding.

{c) Revenues from fees will be available to the Commis-
sionerof Patents tocarry out, to theextent provided forin appro-
priation Acts, the activities of the Patent and Trademark Office.
Fees available to the Commissioner under section 31 of the
Trademark Act of 1946, as amended (15 U.S.C. 1113), shall be
used exclusively for the processing of trademark registrations
and for other services and materials relating to trademarks.

(d) The Commissioner may refund any fee paid by mistake
or any amount paid in excess of that required.

{Amended Nov. 14, 1975, Public Law 94-131, sec. 4, 89 Stat. 690;

Dec. 12, 1980, Public Law 96-517, sec. 3,94 Stat. 3018; Aug. 27, 1982,
Public Law 97-247, sec. 3(g), 96 Stat. 319.)
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PART II - PATENTABILITY OF INVENTIONS
AND GRANT OF PATENTS

CHAPTER 10 - PATENTABILITY OF INVENTIONS
Sec.
100 Definitions.
101 Inventions patentable,
102 Conditions for patentability; novelty and loss of right to patent.
103 Conditions for patentebility; non-obvious subject matter.
104. Invention made abroad.

35U8.C. 100 Definitions.

When used in this title unless the context otherw1se indicates

(a) The term “invention” means invention or discovery.

(b) The term “process™ means process, art or method, and
includes a new use of a known process, machine, manufacture,
composition of matter, or material.

(c) The terms “United States” and “this country” mean the
United States of America, its territories and possessions.

(d) The word “patentec” includes not only the patentee to
whom the patent was issued but also the successorsin title to the
patentee.

35U.S. 101 Inventions patentable.

Whoever invents or discovers any new and useful process,
machine, manufacture, or composition of matter, or any new
and useful improvement thereof, may obtain a patent therefor,
subject to the conditions and requirements of this title.

35U.S.C. 102 Conditions for patentability; novelty
and less of right to patent.

A person shall be entitied to a patent unless —

(a) the invention was known or used by others in this
country, or patented or described in a printed publication in this
or a foreign country, before the invention thereof by the appli-
cant for patent, or

(b) the invention was patented or described in a printed
publication in this or a foreign country or in public use or onsale
in this country, more than one year prior 1o the date of the
application for patent in the United States, or

(c) he has abandoned the invention, or

(d) the invention was first patented or caused to be patented,
or was the subject of an inventor’s certificate, by the applicant
or his legal representatives or assigns in a foreign country prior
to the date of the application for patent in this country on an
application for patent or inventor’s certificate filed more than
twelve months before the filing of the application in the United
States, or

(e) the invention was described in a patent granted on an
application for patent by another filed in the United States
before the invention thereof by the applicant for patent, oron an
international application by another who has fulfilled the re-
quirements of paragraphs (1), (2), and (4) of section 371(c) of
this title before the invention thereof by applicant for patent, or

(£ he did not himself invent the subject matter sought to be
patented, or
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(g) before the applicant’s invention thereof the nnwnum
was made in this country by another who had not abandone:
suppressed, or concealed it. In determining priozity of i mventm
there shall be considered not only the respective dates of
conception and reduction to practice of the invention, but also
the reasonable diligence of one who was first 1o conceive and
last toreduce to practice, from a time prior to conception by the
other.

(Amended July 28, 1972, Public Law 92-358, sec. 2, 86 Stat. 501;
Nov. 14, 1975, Public Law 94-131, sec. 3, 89 Stat. 691.)

35 U.8.C.103 Conditions for patentability;
non-gbvious subject matter.

A patent may not be obtained thought the invention is not
identically disclosed or described as set forth in section 102 of
this title, if the differences between the subject matter sought to
be patented and the prior art are such that the subject matier as
a whole would have been obvious at the time the invention was
made to a person having ordinary skill in the art to which said
subject matter pertains. Patentability shall not be negatived by
the manner in which the invention was made.

Subject matter developed by another person, which quali-
fies as prior art only under subsection (f) or (g) of section 102 of
this title, shall not preclude patentability under this section
where the subject matter and the claimed invention were, at the
time the invention was made, owned by the same person or
subject to an obligation of assignment to the same person.

(Second paragraph added Nov. 8, 1984, Public Law 98-622, sec.
103, 98 Stat. 3384.)

35 U.S.C. 104 Invention made abroad.

In proceedings in the Patent and Trademark Office andin the
courts, an applicant for a patent, or a patentee, may not establish
a date of invention by reference to knowledge or use thereof, or
other activity with respect thereto, in a foreign country, except
as provided in sections 119 and 365 of this title. Where an
invention was made by person, civil or military, while domi-
ciled in the United States and serving in a foreign country in
connection with operations by or on behalf of the United States,
he shall be entitled to the same rights of priority with respect to
suchinventionasif the same had been made in the United States.

{(Amended Jan 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949;
Nov. 14, 1975, Public Law 94-131, sec. 6, 89 Stat. 691.)

CHAPTER 11 - APPLICATION FOR PATENT
Sec.
111 Application for patent.
112 Specification.
113 Drawings.
114 Models, specimens.
115 OQath of applicant.
116 Inventors.
117 Death or incapacity of inventor.
118 Filing by other than inventor.
119 Benefit of earlier filing date in foreign country; right to priority.
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120 Benefit of earlier filing date in the United States.
121 Divisional applications.
122 Confidential status of applications.

35 U.S.C. 111 Application for patent.

Application for patent shall be made, or authorized to be
made, by the inventor, except as otherwise provided in this title,
in writing to the Commissioner. Such application shall include
(1) a specification as prescribed by section 112 of this title; (2)
a drawing as prescribed by section 113 of this title; and (3) an
oath by the applicant as prescribed by section 115 of this title.
The application must be accompanied by the fee required by
law. The fee and oath may be submitted after the specification
and any required drawing are submitted, within such period and
under such conditions, including the payment of a surcharge, as
may be prescribed by the Commissioner. Upon failure to submit
the fee and oath within such prescribed period, the application
shall be regarded as abandoned, unless it is shown to the
satisfaction of the Commissioner that the delay in submitting the
fee and oath was unavoidable. The filing date of an application
shall be the date on which the specification and any required

“‘drawing are received in the Patent and Trademark Office.

(Amended Aug.27, 1982, Public Law 97-247, sec. 5, 96 Stat. 319.)

35 U.S.C. 112 Specification.

The specification shall contain a written description of the
invention, and of the manner and process of making and using
it, in such full, clear, concise, and exact terms as to enable any

" -person skilled in the art to which it pertains, or with which it is

“most nearly connected, to make and use the same, and shall set

forththe best mode contempiated by the inventor of carrying out
his invention.

The specification shall conclude with one or more claims
particularly pointing out and distinctly claiming the subject
matter which the applicant regards as his invention.

A claim may be written in independent or, if the nature of the
case admits, in dependent or multiple dependent form.

Subject to the following paragraph, a claim in dependent
form shall contain areference to a claim previously set forth and
then specify a further limitation of the subject matter claimed.
A claim in dependent form shall be construed to incorporate by
reference all the limitations of the claim to which it refers.

A claim in multiple dependent form shall contain a refer-
ence, in the alternative only, to more than one claim previously
set forth and then specify a further limitation of the subject
matter claimed. A multiple dependent claim shall not serve asa
basis for any other multiple dependent claim. A multiple de-
pendent claim shall be construed to incorporate by reference all
the limitations of the particular claim in relation to which it is
being considered.

An element in a claim for a combination may be expressed
as a means or step for performing a specified function without
the recital of structure, material, or acts in support thereof, and
such claim shall be construed to cover the corresponding struc-

" ture, material, or acts described in the specification and equiva-
Jents thereof.
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(Amended July 24, 1965, Public Law 89-83, sec. 9, 79 Staz. 261;
Nov, 14, 1975, Public Law 94-131, sec. 7, 89 Stas. 691.)

38US.C. 113 Drawings,

The applicant shall furnish a drawing where necessary for
the understanding of the subject matter sought to be patented.
When the nature of such subject matter admits of illustration by
a drawing and the applicant has not furnished such a drawing,
the Commissioner may require its submission within a time
period of not less than two months from the sending of a notice
thereof. Drawings submitted afier the filing date of the applica-
tion may not be used (i) to overcome any insufficiency of the
specification due to lack of an enabling disclosure or otherwise
inadequate disclosure therein, or (ii) to supplement the original
disclosure thereof for the purpose of interpretation of the scope
of any claim.

(Amended Nov. 14, 1975, Public Law 94-131, sec. 8, 89 Stat. 691.)

35 U.S.C, 114 Models, specimens.

The Commissioner may require the applicant to furnish a
model of convenient size to exhibit advantageously the several
parts of his invention.

When the invention relates to a composition of matter, the
Commissioner may require the applicant to furnish specimens
or ingredients for the purpose of inspection or experiment.

35 U.8.C. 115 Oath of applicant.

The applicant shall make oath that he believes himself to be
the original and first inventor of the process, machine, manufac-
ture, or composition of matter, or improvement thereof, for
which he solicits a patent; and shall state of what country he is
acitizen. Such oath may be made before any person within the
United States authorized by law to administer oaths, or, when
made in a foreign country, before any diplomatic or consular
officer of the United States authorized to administer oaths, or
before any officer having an official seal and authorized to
administer oaths in the foreign country in which the applicant
may be, whose authority is proved by ceztificate of a diplomatic
orconsular officer of the United States, or apostille of an official
designated by a foreign country which, by treaty or convention,
accords like effect to apostilles of designated officials in the
United States. Such oath is valid if it complies with the laws of
the state or country where made. When the application is made
as provided in this title by a person other than the inventor, the
oath may be so varied in form that it can be made by him.

{(Amended Aug. 27, 1982, Public Law 97-247, sec. 14(a), 96 Stat.
321)

35 U.S8.C. 116 Inventors.

When an invention is made by two or more persons jointly,
they shall apply for patent jointly and each make the required
oath, except as otherwise provided in this title. Inventors may
apply for a patent jointly even though (1) they did not physically
work together or at the same time, (2) each did not make the
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same type or amount of contribution, or (3) each did not make
acontribution to the subject matter of every claim of the patent.

If a joint inventor refuses to join in an application for patent
or cannot be found or reached after diligent effort, the applica-
tion may be made by the other inventor on behalf of himself and
the omitted inventor. The Commissioner, on proof of the perti-
nent facts and after such notice to the omitied inventor as he
prescribes, may grant a patent to the inventor making the
application, subject to the same rights which the omitted inven-
tor would have had if he had been joined. The omitted inventor
may subsequently join in the application.

Whenever through error a person is named in an application
for patent as the inventor, or through an error an inventor is not
named in an application, and such error arose without any
deceptive intention on his part, the Commissioner may permit
the application to be amended accordingly, under such terms as
he prescribes.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 6(a), 96 Stat.
320; Nov. 8, 1984, Public Law 98-622, sec. 104(a), 98 Stat. 3384.)

35 U.S.C. 117 Death or incapacity of inventor.

Legal representatives of deceased inventors and of those
under legal incapacity may make application for patent upon
complizmce with the requirements and on the same terms and
conditions applicable to the inventor.

35U.S.C. 118 Filing by other than inventor.

‘Whenever an inventor refuses to execute an application for
patent, or cannot be found or reached after diligent effort, a
person to whom the inventor has assigned or agreed in writing
to assign the invention or who otherwise shows sufficient
proprietary interest in the matter justifying such action, may
make application for patent on behalf of and as agent for the
inventor on proof of the pertinent facts and a showing that such
action is necessary to preserve the rights of the parties or to
prevent irreparable damage; and the Commissioner may granta
patent to such inventor upon such notice to him as the Commis-
sioner deems sufficient, and on compliance with such regula-
tions as he prescribes.

35U.8.C. 119 Benefit of earlier filing date in foreign
country; right of priority.

An application for patent for an invention filed in this
country by any person who has, or whose legal representatives
or assigns have, previously regularly filed an application for a
patent for the same invention in a foreign country which affords
similar privileges in the case of applications filed in the United
States or to citizens of the United States, shall have the same
effect as the same application would have if filed in this country
on the date on which the application for patent for the same
invention was first filed in such foreign country, if the applica-
tion in this country is filed within twelve months from the
earliest date on which such foreign application was filed; but no
patent shail be granted on any application for patent for an
inventien which had been patented or described in a printed

Rev. 12, July 1989

MANUAL OF PATENT EXAMINING PROCEDURE

publication in any country mose than one year before the date of
the actual filing of the application in this country, or which had
been in public use or on sale in this country moge than one year
prior to such filing,

No application for patent shall be entitled to this right of
priority unless a claim therefor and a certified copy of the
original foreign application, specification and drawings upon
which it is based are filed in the Patent and Trademark Office
before the patent is granted, or at such time during the pendency
of the application as required by the Commissioner not earlier
than six months after the filing of the applicaticn in this country.
Such certification shall be made by the patent office of the
foreign country in which filed and show the date of the applica-
tion and of the filing of the specification and other papers. The
Commissioner may require a translation of the papers filed if not
in the English language and such other information as he deems
necessary.

In like manner and subject to the same conditions and re-
quirements, theright provided in this section may be based upon
a subsequent regularly filed application in the same foreign
country instead of the first filed foreign application, provided
that any foreign application filed prior to such subsequent
application has been withdrawn, abandoned, or otherwise dis-
posed of, withouthaving been laid opento public inspection and
without leaving any rights outstanding, and has not served, nor
thereafter shall serve, as a basis for claiming a right of priority.

Applications for inventors® certificates filed in a foreign
country in which applicants have a right to apply, at their
discretion, either for a patent or for aninventor’s certificate shall
be treated in this country in the same manner and have the same
effect for purpose of the right of priority under this section as
applications for patents, subject to the same conditions and
requirements of this section as apply to applications for patents,
provided such applicants are entitled to the benefits of the
Stockholm Revision of the Paris Convention at the time of such
filing.

(Amended Oct. 3, 1961, Public Law 87-333, sec. 1, 75 Stat. 748;
July 28, 1972, Public Law 92-358, sec. 1, 86 Stat. 502; Jan. 2, 1975,
Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 120 Benefit of earlier filing date in the
United States.

An application for patent for an invention disclosed in the
manner provided by the first paragraph of section 112 of this
title in an application previously filed in the United States, oras
provided by section 363 of this title, which is filed by an inventor
orinventors named in the previously filed application shail have
the same effect, as to such invention, as though filed on the date
of the prior application, if filed before the patenting or abandon-
ment of or termination of proceedings on the first application or
on an application similarly entitled to the benefit of the filing
date of the first application and if it contains or is amended to
contain a specific reference to the carlier filed application.

(Amended Nov. 14, 1075, Public Law 94-131, sec. 9, 85 Stat. 691;
Nov. 8, 1984, Public Law 98-622, sec. 104(b), 98 Stat. 3385.)
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35 US.C. 121 Divisional applications.

If two or more independent and distinct inventions are
claimed in one application, the Commissioner may require the
application to be restricted to one of the inventions. If the other
invention is made the subject of a divisional application which
complies with the requirements of section 120 of this title it shall
be entitled to the benefit of the filing date of the original
application. A patent issuing on an application with respect to
which a requirement for restriction under this section has been
made, oronanapplication filed as aresult of such arequirement,
shall not be used as a reference either in the Patent and Trade-
mark Office or in the courts against a divisional application or
against the original application or any patent issued on either of
them, if the divisional application is filed before the issuance of
the patent on the other application. If a divisional application is
directed solely to subject matter described and claimed in the
original application as filed, the Commissioner may dispense
with signing and execution by the inventor. The validity of a
patent shall not be questioned for failure of the Commissioner
to require the application to be restricted to one invention.

é

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 US.C. 122 Confidential status of applications.
= Applications for patents shall be kept in confidence by the
Patent and Trademark Office and no information concerning the
same given without authority of the applicant or owner unless
necessary to carry out the provisions of any Act of Congress or
-. in such special circumstances as may be determined by the
Commissioner.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

CHAPTER 12 - EXAMINATION OF APPLICATION
Sec.
131 Examination of application.
132 Notice of rejection; reexamination.
133 Time for prosecuting application.
134 Appeal to the Board of Patent Appeals and Interferences.
135 Interferences.

35 U.S.C. 131 Examination of application.

The Commissioner shall cause an examination to be made of
the application and the alleged new invention; and if on such
examination it appears that the applicant is entitled to a patent
under the law, the Commissioner shall issue a patent therefor.

35 U.S.C. 132 Notice of rejection; reexamination.
Whenever, on examination, any claim for a patent is re-
jected, or any objection or requirement made, the Commis-
sioner shall notify the applicant thereof, stating the reasons for
such rejection, or objection or requirement, together with such
information and references as may be useful in judging of the
propriety of continuing the prosecution of his application; and
_ if after receiving such notice, the applicant persists in his claim
for apatent, withor withoutamendment, the application shall be
seexamined. No amendment shall introduce new matter into the
disclosure of the invention.
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35 US.C. 133 Time for prosecuting application.

Upon failure of the applicant to prosecute the application
within six months after any action therein, of which notice has
been given or mailed to the applicant, or within such shorter
time, not less than thirty days, as fixed by the Commissioner in
such action, the application shall be regarded as abandoned by
the parties thereto, unless it be shown to the satisfaction of the
Commissioner that such delay was unavoidable.

35U.S.C 134 Appeal to the Board of Patent Appeals
and Interferences.

An applicant for a patent, any of whose claims has been
twice rejected, may appeal from the decision of the primary
examiner {0 the Board of Patent Appeals and Interferences,
having once paid the fee for such appeal.

{Amended Nov. 8, 1984, Public Law 98622, sec. 204(c), 98 Stat.
3388.)

35 U.S.C. 135 Interferences.

(a) Whenever an application is made for a patent which, in
the opinion of the Comimissioner, would interfere with any
pending application, or with any unexpired patent, an interfer-
ence may be declared and the Commissioner shall give notice of
such declaration to the applicants, or applicant and patentee, as
the case may be. The Board of Patent Appeals and Interferences
shall determine questions of priority of the inventions and may
determine questions of patentability. Any final decision, if
adverse to the claim of an applicant, shall constitute the final
refusal by the Patent and Trademark Office of the claims
involved, and the Commissioner may issue a patent to the
applicant who is adjudged the prior inventor. A final judgment
adverse to a patentee from which no appeal or other review has
been or can be taken or had shall constitute cancellation of the
claims involved in the patent, and notice of such cancellation
shall be endorsed on copies of the patent distributed after such
cancellation by the Patent and Trademark Office.

(b) A claim which is the same as, or for the same or substan-
tially the same subject matter as, a claim of an issued patent may
not be made in any application unless such a claim is made prior
to one year from the date on which the patent was granted.

(c) Any agreement or understanding between parties to an
interference, including any collateral agreements referred to
therein, made in connection with or in contemplation of the
termination of the interference, shall be in writing and a true
copy thereof filed in the Patent and Trademark Office before the
termination of the interference as between the said parties to the
agreement or understanding. If any party filing the same so
requests, the copy shall be kept separate from the file of the
interference, and made available only to Government agencies
on written request, or to any person ona showing of good cause.
Failure tofile the copy of such agreement or understanding shall
render permanently unenforceable such agreement or under-
standing and any patent of such parties involved in the interfer-
ence or any patent subsequently issued on any application of
such parties so involved. The Commissioner may, however, on
a showing of good cause for failure to file within the time
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prescribed, permit the filing of the agreement or understanding
during the six-month period subsequent to the termination of the
interference as between the parties to the agreement or under-
standing.

The Commissioner shall give notice to the parties or their
attorneys of record, a reasonable time prior to said termination,
of the filing requirement of this section. If the Commissioner
gives such notice at a later time, irrespective of the right to file
such agreement or understanding within the six-month period
on a showing of good cause, the parties may file such agreement
or understanding within sixty days of the receipt of such notice.

Any discretionary action of the Commissioner under this
subsection shall be reviewable under section 10 of the Admin-
istrative Procedure Act.

(d) Parties to a patent interference, within such time as may
be specified by the Commissioner by regulation, may determine
such contest or any aspect thereof by arbitration. Such arbitra-
tion shall be governed by the provisions of title 9 to the extent
such title is not inconsistent with this section. The parties shall
give notice of any arbitration award to the Commissioner, and
such award shall, as between the parties to the arbitration, be
dispositive of the issues to which it relates. The arbitration
award shall be unenforceable until such notice is given. Nothing
in this subsection shall preclude the Commissioner from deter-
mining patentability of the invention involved in the interfer-
ence.

(Subsection (a) amended Nov. 8, 1984, Public Law 98-622, sec.
202, 98 Stat. 3386.)

(Suhsection (c) amended Oct. 15, 1962, Public Law 87-831, 76
Stat. 958; Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

(Subsection (d) added Nov. 8, 1984, Public Law 98-622, sec. 105,
98 Stat. 3385.)

CHAPTER 13 - REVIEW OF PATENT AND
TRADEMARK OFFICE DECISION

Sec.

141 Appeal to Court of Appeals for the Federal Circuit.
142 Notice of appeal.

143 Proceedings on appeal.

144 Decision on appeal.

145 Civil action to obtain patent.

146 Civil action in case of interference

35 U.S.C. 141 Appeal to Court of Appeals for the
Federal Circuit,

Anapplicant dissatisfied with the decision inan appeal to the
Board of Patent Appeals and Interferences under section 134 of
this title may appeal the decision to the United States Court of
Appeals for the Federal Circuit. By filing such an appeal the
applicant waives his or herright to proceed under section 145 of
thistitle. A party toan interference dissatisfied with the decision
of the Board of Patent Appeals and Interferences on the interfer-
ence may appeal the decision to the United States Court of
Appeals for the Federal Circuit, but such appeal shall be dis-
missed if any adverse party to such interference, within twenty
days after the appellant has filed notice of appeal in accordance
with sedtion 142 of thistitle, files notice with the Commissioner
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that the party elects to have all further proceedings conducted as
provided in section 146 of this title, If the appellant does not,
within thirty days after filing of such notice by the adverse party,
file a civil action under section 146, the decision appealed from
shall govern the further proceedings in the case.

(Amended Nov, 8, 1984, Public Law 98-622, sec. 203(a), 98 Stat.
3387.)

35U.8.C. 142 Notice of appeal.

When an appeal is taken to the United States Court of
Appeals for the Federal Circuit, the appellant shall file in the
Patent and Trademark Office a written notice of appeal directed
to the Commissioner, within such time after the date of the
decision from which the appeal is taken as the Commissioner
prescribes, but in no case less than 60 days after that date

(Amended Nov. 8, 1984, Public Law 98-620, sec. 414(2), 98 Stat.
3363.)

35U.8.C. 143 Proceedings or appeal.

With respect to an appeal described in section 142 of this
title, the Commissioner shall transmit to the United States Court
of Appeals for the Federal Circuit a certified list of the docu-
ments comprising the record in the Patent and Trademark
Office. The court may request that the Commissioner forward
the original or certified copies of such documents during the
pendency of the appeal. In an ex parte case, the Commissioner
shall submit to the court in writing the grounds for the decision
of the Patent and Trademark Office, addressing all the issues
involved in the appeal. Thecourt shall, before hearing an appeal,
give notice of the time and place of the hearing to the Commis-
sioner and the parties in the appeal.

(Amended Nov. §, 1984, Public Law. 98-620, sec. 414(a), 98 Stat.
3363.)

35 U.8.C. 144 Decision on appeal.

The United States Court of Appeals for the Federal Circuit
shall review the decision from which an appeal is taken on the
record before the Patent and Trademark Office. Upon its deter-
mination the court shall issue its mandate and opinion, which
shall be entered of record in the Patent and Trademark Office
and shall govern the further proceedings in the case.

(Amended Nov. 8, 1984, Public Law 98-620, sec. 414(a), 98 Stat.
3363.)

35 U.S.C. 145 Civil action to cbtain patent.

An applicant dissatisfied with the decision of the Board of
Patent Appeals and Interferences in an appeal under section 134
of this title may, unless appeal has been taken to the United
States Court of Appeals for the Federal Circuit, have remedy by
civil action against the Commissioner in the United States
District Court for the District of Columbia if commenced within
such time after such decision, not less than sixty days, as the
Commissioner appoints. The court may adjudge that such
applicant is entitled to receive a patent for his invention, as
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specified in any of his claims involved in the decision of the
Board of Patent Appeals and Interferences, as the facts in the
case may appear and such adjudication shall authorize the
Commissioner to issue such patent on compliance with the
requirements of law. All the expenses of the proceedings shall
be paid by the applicant.

(Amended Nov. 8, 1984, Public Law 98-620, sec. 203(b), 98 Stat.
3387.)

35U.S.C. 146 Civil action in case of interference.

Any party to an interference dissatisfied with the decision of
the Board of Patent Appeals and Interferences, may have
remedy by civil action, if commenced within such time after
such decision, not less than sixty days, as the Commissioner
appoints or as provided in section 141 of this title, uniess he has
appealed to the United States Court of Appeals for the Federal
Circuit, and such appeal is pending or hasbeen decided. In such
suits the record in the Patent and Trademark Office shall be
admitted on motion of either party upon the terms and condi-
tions as to costs, expenses, and the further cross-examination of

. < the witnesses as the court imposes, without prejudice to theright

of the parties to take further testimony. The testimony and
exhibits of the record in the Patent and Trademark Office when
—~admitted shall have the same effect as if originally taken and
produced in the suit.
Such suit may be instituted against the party in interest as
shown by the records of the Patent and Trademark Office at the
time of the decision complained of, but any party in interest may

"' become a party to the action. If there be adverse parties residing

" in a plurality of districts not embraced within the same state, or
an adverse party residing in a foreign country, the United States
District Court for the District of Columbia shall have jurisdic-
tion and may issue summons against the adverse parties directed
to the marshal of any district in which any adverse party resides.
Summons against adverse parties residing in foreign countries
may be served by publication or otherwise as the court directs.
The Commissioner shall not be a necessary party but he shall be
notified of the filing of the suit by the clerk of the court in which
itis filed and shail have the right to intervene. Judgment of the
court in favor of the right of an applicant to a patent shall
authorize the Commissioner to issue such patent on the filing in
the Patent and Trademark Office of a certified copy of the
judgment and on compliance with the requirements of law.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949;
Apr. 2, 1982, Public Law 97-164, sec. 163, 96 Stat. 49; Nov. 8, 1984,
Public Law 98-622, sec. 203(c), 98 Stat. 3387.)

CHAPTER 14 - ISSUE OF PATENT
Sec.
151 Issue of patent.
152 Issue of patent to assignee.
153 How issued.
154 Contents and term of patent.
155 Patent term extension. .

- 155A Patent term restoration.

. 156 Extension of patent term.
'+157 Statutory invention registration.
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35 US.C. 151 Issue of patent.

If it appears that applicant is entitled to a patent under the
law, a writien notice of allowance of the application shall be
given or mailed to the applicant. The notice shall specify asum,
constituting the issue fee or a portion thereof, which shall be
paid within three months thereafter.

Upon payment of this sum the patent shall issue, but if
payment is not timely made, the application shall be regarded as
abandoned.

Any remaining balance of the issue fee shall be paid within
three months from the sending of a notice thereof, and, if not
paid, the patent shall lapse at the termination of this three-month
period. In calculating the amount of a remaining balance,
charges for a page or less may be disregarded.

If any payment required by this section is not timely made,
but is submitted with the fee for delayed payment and the delay
in payment is shown to have been unavoidable, it may be
accepted by the Commissioner as though no abandonment or
lapse had ever occurred.

(Amended July 24, 1965, Public Law 89-83, secs. 4 and 6, 79 Stat.
260; Jan. 2, 1975, Public Law 93-601, sec. 3, 88 Stat. 1956.)

35U.S.C. 152 Issue of patent to assignee,

Patents may be granted to the assignee of the inventor of
record in the Patent and Trademark Office, upon the application
made and the specification sworn 1o by the inventor, except as
otherwise provided in this titie.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35U.8.C. 153 How issued.

Patents shall be issued in the name of the United States of
America, under the seal of the Patent and Trademark Office, and
shall be signed by the Commissioner or have his signature
placed thereon and attested by an officer of the Patent and
Trademark Office designated by the Commissioner, and shall
be recorded in the Patent and Trademark Office.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 154 Contents and term of patent.

Every patent shall contain a short title of the invention and
a grant to the patentee, his heirs or assigns, for the term of
seventeen years, subject to the payment of fees as provided for
in this title, of the right to exclude others from making, using, or
selling the invention throughout the United States and, if the
invention is a process, of the right to exclude others from using
or selling throughout the United States, or importing into the
United States, products made by that process, referring to the
specification for the particulars thereof. A copy of the specifi-
cation and drawings shall be annexed to the patent and be a part
thereof.

(Amended July 24, 1965, Public Law 89-83, sec. 5, 79 Stat. 261;
Dec. 12, 1980, Public Law 96-517, sec. 4, 94 Stat. 3018.; amended
August 23, 1988, Public Law 100-418, sec 9002, effective Feb. 23,
1989) .
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35U.S.C. 155 Patent term extension,

Notwithstanding the provisions of section 154, the term of
a patent which encompasses within its scope a composition of
matteror aprocess forusing such composition shall be exiended
if such composition or process has been subjected to a regula-
tory review by the Federal Food and Drug Administration
pursuant to the Federal Food, Drug and Cosmetic Act leading to
the publication of regulation permitting the interstate distribu-
tion and sale of such composition or process and for which there
has thereafter been a stay of regulation of approval imposed
pursuant to section 409 of the Federal Food, Drug and Cosmetic
Act, which stay was in effect on January 1, 1981, by alength of
time to be measured from the date such stay of regulation of
approval was imposed until such proceedings are finally re-
solved and commercial marketing permitted. The patentee, his
heirs, successors or assigns shall notify the Commissioner of
Patents and Trademarks within 90 days of the date of enactment
of this section or the date the stay of regulation of approval has
beenremoved, whichever is later, of the number of the patent to
be extended and the date the stay was imposed and the date
commercial marketing was permitted. On receiptof such notice,
the Confimissioner shall promptly issue to the owner of record of
the patent a certificate of extension, under seal, stating the fact
and length of the extension and identifying the composition of
matter ar process for using such composition to which such
extension is applicable. Such certificate shall be recorded in the
official file of each patent extended and such certificate shall be
considered as part of the original patent, and an appropriate
notice shall be published in the Official Gazette of the Patentand
Trademiark Office.

(Amended Jan. 4, 1983, Public Law 97-414, 96 Stat. 2065.)

35U.S.C. 1554 Patent term restoration,

(a) Notwithstanding section 154 of this title, the term of each
of the following patents shall be extended in accordance with
this section:

(1) Any patent which encompasses within its scope a com-
position of matter which is a new drug product, if during the

regulatory review of the product by the Federal Food and Drug

Administration -

(A) the Federal Food and Drug Administration notified the
patentee, by letter dated February 20, 1976, that such product’s
new drug application was not approvable under section
505(b)(1) of the Federal Food, Drug and Cosmetic Act;

(B)in 1977 the patentee submitted to the Federal Food and
Drug Administration the results of a health effects test to
evaluate the carcinogenic potential of such product;

(C) the Federal Food and Drug Administration approved,
by letter dated December 18, 1979, the new drug application for
such application; and

(D) the Federal Food and Drug Administration approved,
by letter dated May 26, 1981, a supplementary application cov-
ering the facility for the production of such product.

(2) Any patent which encompasses within its scope a
process for using the composition described in paragraph(1).
(b) The term of any patent described in subsection (2) shall
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be extended for a period equal to the period beginning February
20, 1976, and ending May 26, 1981, and such patent shall have
the effect as if originally issued with such extended term.

(c) The patentee of any patent described in subsection (a) of
this section shall, within ninety days after the date of enactment
of this section, notify the Commissioner of Patents and Trade-
marks of the number of any patent so extended. On receipt of
such notice, the Commissioner shall confirm such extension by
placing a notice thereof in the official file of such patent and
publishing an appropriate notice of such extension in the Offi-
cial Gazette of the Patent and Trademark Office.

(Added Oct. 13, 1983, Public Law 98-127, sec. 4(a), 97 Stat. 832.)

35 U.S.C. 156 Extension of patent term.

(a) The term of a patent which claims a product, a method of
using a product, ora method of manufacturing a product shail be
extended in accordance with this section from the original
expiration date of the patent if -

(1) the term of the patent has not expired before an applica-
tion is submitted under subsection (d) for its extension;

(2) the term of the patent has never been extended;

(3) an application for extension is submitted by the owner
of record of the patent or its agent and in accordance with the
requiremnents of subsection (d);

(4) the product has been subject to a regulatory review
period before its commercial marketing or use;

(5)(A) except as provided in subparagraph (B) or (C), the
permission for the commercial marketing or use of the product
after such regulatory review period is the first permitted com-
mercial marketing or use of the product under the provision of
law under which such regulatory review period occurred;

(B) in the case of a patent which claims a method of manu-
facturing the product which primarily uses recombinant DNA
technology inthe manufacture of the product, the permission for
the commercial marketing or use of the product after such
regulatory period is the first permitted commercial marketing or
use of a product manufactured under the process claimed in the
patent; or

(C) for purposes of subparagraph (A), in the case of a
patent which --

(i) claims a new animal drug or a veterinary biological
product which (I) is notcovered by the claims in any other patent
which has been extended, and (II) has received permission for
the commercial marketing or use in non-food-producing ani-
mals and in food-producing animals, and

(ii) was notextended on the basis of the regulatory review
period for use in non-food-producing arntimals,
the permission for the commercial marketing or use of the drug
or product after the regulatory review period for use in food-
producing anirnals is the first permitted commercial marketing
or use of the drug or product for administration to a food-
producing animal.

The productreferred to in paragraphs (4) and (5) is hereinaf-
ter in this section referred to as the “approved product”.

(b) The rights derived from any patent the term of which is
extended under this section shall during the period during which
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the term of the patent is extended --
(1) in the case of a patent which claims a product, be limited
to any use approved for the product --
(A) before the expiration of the term of the patent --
(i) under the provision of law under which the applicable
regulatory review occurred, or
(ii) under the provision of law under which any regulatory
review described in paragraph (1), (4), or (§) of subsection (g)
occurred, and
(B) on or after the expiration of the regulatory review
period upon which the extension of the patent was based;
(2) in the case of a patent which claims a method of using
a product, be limited to any use claimed by the patent and
approved for the product --
(A) before the expiration of the term of the patent --
(i) under any provision of law under which an applicable
regulatory review occurred, and
(ii) under the provision of law under which any regula-
tory review described in paragraph (1), (4), or (5) of subsection
(g) occurred, and
. (B) on or after the expiration of the regulatory review
period upon which the extension of the patent was based; and
(3) in the case of a patent which claims a method of manu-
facturing a product, be limited to the method of manufacturing
“as used to make --
(A) the approved product, or
(B) the product if it has been subject to aregulatory review
described in paragraph (1), (4), or (5) of subsection (g) oc-

- . curred.

- As used in this subsection, the term "product” includes an
approved product.

(c) The term of a patent eligible for extension under subsec-
tion (a) shall be extended by the time equal to the regulatory
review period for the approved product which period occurs
after the date the patent is issued, except that-

(1) each period of the regulatory review period shall be
reduced by any period determined under subsection (d)(2)(B)
during which the applicant for the patent extension did not act
with due diligence during such period of the regulatory review
period;

(2) after anyreduction required by paragraph (1), the period
of extension shallinclude only one-half of the ime remaining in
the periods described in paragraphs (1)}(B)(1), (2)B)(®D,
(3)(B)(), (4)(B)(), and (5)(B)() of subsection (g);

(3) if the period remaining in the term of a patent after the
date of the approval of the approved product under the provision
of law under which such regulatory review occurred when
added to the regulatory review period as revised under para-
graphs (1) and (2) exceeds fourteen years, the period of
extension shall be reduced so that the total of both such periods
does not exceed fourteen years, and

(4) in no event shall more than one patent be extended for
the same regulatory review period for any product.

(d@)(1) To obtain an extension of the term of a patent under
this section, the owner of record of the patent or its agent shali

+ submit an application to the Commissioner. Such an application
* may only be submitted within the sixty-day period beginning on
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the date the product received permission under the provision of
law under which the applicable regulatory review period oc-
curred for commercial marketing or use. The application shall
contain --

(A) the identity of the approved product and the Federal
statute under which regulatory review occurred;

(B) the identity of the patent for which an extension is
being sought and the identity of each claim of such patent which
claims the approved product or a method of using or manufac-
turing the approved product;

(C) information to enable the Commissioner to determine
under subsections (a) and (b) the eligibility of a patent for
extension and the rights that will be derived from the extension
and information to enable the Commissioner and the Secretary
of Health and Human Services or the Secretary of Agriculture
to determine the period of the extension under subsection (g);

(D) a brief description of the activities undertaken by the
applicant during the applic.ible regulatory review period with
respect to the approved product and the significant dates appli-
cable to such activities; and

(E) such patent or other information as the Commissioner
may require.

(2)(A) Within 60 days of the submittal of an application for
extension of the term of a patent under paragraph (1), the
Commissioner shall notify --

(i) the Secretary of Agriculture if the patent claims a drug
product or a method of using or manufacturing a drug product
and the drug product is subject to the Virus-Serum-Toxin Act,
and

(ii) the Secretary of Health and Human Services if the
patentclaims any other drug product, amedical device, orafood
additive or color additive or a method of using or manufactur-
ing such aproduct, device, or additive and if the product, device,
and additive are subject to the Federal Food, Drug and Cosmetic
Act,
of the extension application and shall submit to the Secretary
who is so notified a copy of the application. Not later than 30
days after the receipt of an application from the Commissioner,
the Secretary reviewing the application shall review the dates
contained in the application pursuant to paragraph (1)(C) and
determine the applicable regulatory review period, shall notify
the Commissioner o: the determination, and shall publish in the
Federal Register a notice of such determination.

(B)(i) If apetition is submitted to the Secretary making the
determination under subparagraph (A}, not later than 180 days
after the publication of the determination under subparagraph
(A), upon which it may reasonably be determined that the
applicant did not act with due diligence during the applicable
regulatory review period, the Secretary making the determina-
tion shall, in accordance with regulations promulgated by the
Secretary, determine if the applicant acted with due diligence
during the applicable regulatory review period. The Secretary
making the determination shall make such determination not
later than 90 days after the receipt of such a petition. For a drug
product, device, or additive subject to the Federal Food, Drug,
and Cosmetic Act or the Public Health Service Act, the Secre-
tary may not delegate the authority to make the determination
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prescribed by this clause to an office below the Office of the
Commissioner of Food and Drugs. For a product subject to the
Virus-Serum-Toxin Act, the Secretary of Agriculture may not
delegate the authority to make the determination prescribed by
this clause to an office below the office of the Assistant Secre-
tary for Marketing and Inspection Services.

(ii) The Secretary making the determination under clause
(i) shall notify the Commissioner of the determination and shall
publish in the Federal Register a notice of such determination
together with the factual and legal basis for such determination.
Any interested person may request, within the 60-day period
beginning on the publication of a determination, the Secretary
making the determination to hold an informal hearing on the
determination. If such arequestis made within such period, such
Secretary shall hold such hearing not later than 30 days after the
date of the request, or at the request of the person making the
request, notlater than 60 days after such date. The Secretary who
is holding the hearing shall provide notice of the hearing to the
owner of the patent involved and to any interested person and
provide the owner and any interested person an opportunity to
participdte in the hearing. Within 30 days after the completion
of the hearing, such Secretary shali affirm or revise the deiermi-
nation which was the subject of the hearing and notify the
Commissioner of any revision of the determination and shaill
publish any such revision in the Federal Register.

(3) For the purposes of paragraph (2)(B), the term “due dili-
gence” means that degree of attention, continuous directed
effort, and timeliness as may reasonably be expected from, and
are ordinarily exercised by, a person during a regulatory review
period.

(4) An application for the extension of the term of a patent
is subject o the disclosure requirements prescribed by the
Commissioner.

(e)(1) A determination that a patent is eligible for extension
may be made by the Commissioner solely on the basis of the
representations contained in the application for the extension. If
the Commissioner determines that a patent is eligible for
extension under subsection (a) and that the requirements of
subsection (d) have been complied with, the Commissioner
shall issue to the applicant for the extension of the term of the
patent a certificate of extension, under seal, for the period
prescribed by subsection (¢). Such certificate shall be recorded
in the official file of the patent and shall be considered as part of
the original patent.

(2) If the term of a patent for which an application has been
submitted under subsection (d) would expire before a certificate
of extensicn is issued or denied under paragraph (1) respecting
the application, the Commissioner shall extend, until such
determination is made, the term of the patent for periods of up
to one year if he determines that the patent is eligible for
extension.

(f) For purposes of this section:

(1) The term “product” means”

(A) A drug product.

(B) Any medical device, food additive, or color additive
subject o regulation under the Federal Food, Drug, and Cos-
metic Act.
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(2) The term “drug product™ means the active ingredient
of--

(A) anew drug, antibiotic drug, or human biological prod-
uct (as those terms are used in the Federal Food, Drug, and
Cosmetic Act and the Public Health Service Act) or

(B) anew animal drug or veterinary biological product (as
those terms are used in the Federal Food, Drug, and Cosmetic
Act and the Virus-Serum-Toxin Act) which is not primarily
manufactured using recombinant DNA, recombinant RNA,
hybridoma technology, or other processes involving site spe-
cific genetic manipulation techniques,
including any salt or ester of the active ingredient, as a single
entity or in combination with another active ingredient.

(3) The term “major health or environmental effects test”
means a test which is reasonably related to the evaluation of the
health or environmental effects of a product, which requires at
least six months to conduct, and the data from which is submit-
ted to receive permission for commmercial marketing or use.
Periods of analysis or evaluation of test results are not to be
included in determining if the conduct of a test required at least
six months.

(4)(A) Any reference to section 351 isareference to section
351 of the Public Health Service Act.

(B) Any reference to section 503, 505, 507, 512,0r 515 s
areference to section 503, 505, 507, 512, or 515 of the Federal
Food, Drug and Cosmetic Act.

(C) Any reference to the Virus-Serurn-Toxin Actis a ref-
erence to the Act of March 4, 1913 (21 U.S.C. 151 - 158).

(5) The term “informal hearing™ has the meaning pre-
scribed for such term by section 201(y) of the Federal Food,
Drug and Cosmetic Act.

(6) The term “patent” means a patent issued by the United
States Patent and Trademark Office.

(7) The term “date of enactment” as used in this section
means September 24, 1984, for human drug product, a medical
device, food additive, or color additive.

(8) The term “date of enactment” as used in this section
means the date of enactment of the Generic Animal Drug and
Patent Term Restoration Act for an animal drug or a veterinary
biological product.

{g) For purposes of this section, the term “regulatory review
period” has the following meanings:

(1)(A) In the case of a product which is a new drug,
antibiotic drug, or human biological product, the term means the
period described in subparagraph (B) to which the limitation
described in paragraph (6) applies.

(B) Theregulatory review period for a new drug, antibiotic
drug, or human biological product is the sum of --

(i) the period beginning on the date an exemption under
subsection (i) of section 505 or subsection (d) of section 507
became effective for the approved product and ending on the
date anapplication was initially submitted for such drug product
under section 351, 505, or 507, and

(ii) the period beginning on the date the application was
initially submitted for the approved product under section 351,
subsection (b) of section 508§, or section 507 and ending on the
date such application was approved under such section.
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(2)(A) In the case of a product which is a food additive or
color additive, the term means the period described in subpara-
graph (B) to which the limitation described in paragraph (6)
applies.

(B) The regulatory review period for a food or color
additive is the sum of --

(i) the period beginning on the date amajor health orenvi-
ronmental effects test on the additive was initiated and ending
on the date a petition was initially submitted with respect to the
product under the Federal Food, Drug, and Cosmetic Act
requesting the issuance of a regulation for use of the product,
and

(ii) the period beginning on the date a petition was
initially submitted with respect to the product under the Federal
Food, Drug, and Cosmetic Act requesting the issuance of a
regulation for use of the product, and ending on the date such
regulation became effective or, if objections were filed to such
regulation, ending on the date such objections were resolved
and commercial marketing was permitted or, if commercial
marketing was permitted and later revoked pending further pro-
ceedings as a result of such objections, ending on the date such

) proceedings were finally resolved and commercial marketing
was permitted.

(3)(A) In the case of a product which is a medical device,

the term means the period described in subparagraph (B) to
which the limitation described in paragraph (6) applies.
(B) The regulatory review period for a medical device is
the sum of -- :
(i) the period beginning on the date a clinical investiga-
~ tion on humans involving the device was begun and ending on
the date an application wasinitially submitted with respectto the
device under section 515, and

(ii) the period beginning on the date an application was
initially submitted with respect to the device under section 515
and ending on the date such application was approved under
such Act or the period beginning on the date a notice of
completion of a product development protoco! was initially
submitted under section 515(f)(5) and ending on the date the
protocol was declared completed under section 515(£)(6)-

(4)(A) In the case of a product which is a new animal drug,
the term means the period described in subparagraph (B) to
which the limitation described in paragraph (6) applies.

(B) The regulatory review period for a new animal drug
product is the sum of --

(i) the period beginning on the earlier of the date a major
health or environmental effects test on the drug was initiated or
the date an exemption under subsection (§) of section 512
became effective for the approved new animal drug product and
ending on the date an application was initially submitted for
such animal drug product under section 512, and

(ii) the period beginning on the date the application was
initially submitted for the approved animal drug product under
subsection (b) of section 512 and ending on the date such
application was approved under such section.

(5)(A) Inthe case of aproduct which is a veterinary biologi-

.cal product, the term means the period described in subpara-
sgraph (B) to which the limitation described in paragraph (6)
applies.
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(B) The regulatory period for a veterinary biclogical prod-
uct is the sum of -~

(i) the period beginning on the date the authority to
prepare an experimental biological product under the Virus-
Serum-Toxin Act became effective and ending on the date an
application for a license was submitted under the Virus-Serum-
Toxin Act, and

(i) the period beginning on the date an application fora
license was initially submitted for approval under the Virus-
Serum-Toxin Act and ending on the date such license was
issued.

(6) A period determined under any of the preceding para-
graphs is subject to the following limitations: :

(A) If the patent involved was issued after the date of the
enactment of this section, the period of exiension determined on
the basis of the regulatory review period determined under any
such paragraph may not exceed five years.

(B) If the patent involved was issued before the date of the
enactment of this section and --

(i) no request for an exemption described in paragraph
(D(B) or (4)(B) was submitted and no request for the authority
described in paragraph (5)(B) was submitted,

(ii) no major health or environment effects test described
in paragraph (2)(B) or (4)(B) was initiated and no petition for a
regulation or application for registration described in such
paragraph was submitted, or

(iti) no clinical investigation described in paragraph (3)
was begun or product development protocol described in such
paragraph was submitted,
before such date for the approved product the period of
extension determined on the basis of the regulatory review
period determined under any such paragraph may not exceed
five years.

(C) If the patent invoived was issued before the date of the
enactment of this section and if an action described in subpara-
graph (B) was taken before the date of enactment of this section
with respect to the approved product and the commercial
marketing or use of the product has not been approved before
such date, the period of extension determined on the basis of the
regulatory review period determined under such paragraph may
notexceedtwo years or in the case of an approved product which
is a new animal drug or veterinary biological product (as those
terms are used in the Federal Food, Drug, and Cosmetic Act or
the Virus-Serum-Toxin Act), three years.

(h) The Commissioner may establish such fees as the
Commissioner determines appropriate to cover the costs to the
Office of receiving and acting upon applications under this
section.

(Added Sept. 24, 1984, Public Law 98-417, sec. 201,98 Stat. 1598;
amended Nov. 16, 1988, Public Law 100-670, sec. 201, 102 Stat.
3971.)

35U.8.C. 157 Statutory invention registration.

(a) Notwithstanding any other provision of this title, the
Commissioner is authorized to publish a statutory invention
registration containing the specification and drawings of a
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regularly filed application for a patent without examination if
the applicant --

(1) meets the requirements of section 112 of this title;

(2) has complied with the requirements for printing; as set
forth in regulations of the Commissioner;

(3) waives the right to receive a patent on the invention
within such period as may be prescribed by the Commissioner;
and

(4) pays application, publication and other processing fees
established by the Commissioner,

If an interference is declared with respect to such an appli-
cation, a statutory invention registration may not be published
unless the issue of priority of invention is finally determined in
favor of the applicant.

(b) The waiver under subsection (a)(3) of this section by an
applicant shall take effect upon publication of the statutory
invention registration.

(c) A statutory invention registration published pursuant to
this section shall have all of the attributes specified for patents
in this title except those specified in section 183 and sections
271 through 289 of this title. A statutory invention registration
shall not have any of the attributes specified for patents in any
other provision of law other than this title. A statutory invention
registration published pursuaat to this section shall give appro-
priate n@tice to the public, pursuant to regulations which the
Commissioner shall issue, of the preceding provisions of this
subsection, The invention with respect to which a statutory
invention certificate is published is not a patented invention for
purposes of section 292 of this title.

(d) The Secretary of Commerce shall report to the Congress
annually on the use of statutory invention registrations. Such
report shall include an assessment of the degree to which
agencies of the federal government are making use of the
statutory invention registration system, the degree to which it
aids the management of federally developed technology, and an
assessment of the cost savings to the Federal Government of the
uses of such procedures.

(Added Nov. 8, 1984, Public Law 98-662, sec. 102, 98 Stat. 3383.)

CHAPTER 15 - PLANT PATENTS
Sec.
161 Patents for plants.
162 Description, claim.
163 Grant.
164 Assistance of Department of Agriculture.

35U.8.C. 161 Patents for plants.

Whoever invents or discovers and asexually reproduces any
distinct and new variety of plant, including cultivated sports,
mutants, hybrids, and newly found seedlings, other than a tuber
propagated plant or a plant found in an uncultivated state, may
obtain a patent therefor, subject to the conditions and require-
ments of this title.

The provisions of this title relating to patents for inventions
shall apply to patents for plants, except as otherwise provided.
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(Amended Sept. 3, 1954, 68 Stat. 1190.)

38 U.S.C. 162 Description, claim,

No plant patent shall be declared invalid for noncompliance
with section 112 of this title if the description is as complete as
is reasonably possible.

The claim in the specification shall be in formal terms to the
plant shown and described.

350U.8.C. 163 Grant.

In the case of a plant patent the grant shall be of the right to
exclude others from asexually reproducing the plant or selling
or using the plant so reproduced.

35U.8.C. 164 Assistance of Department of
Agriculture.

The President may by Executive order direct the Secretary
of Agriculture, in accordance with the requests of the Commis-
sioner, for the purpose of carrying into effect the provisions of
this title with respect to plants (1) to furnish available informa-
tion of the Department of Agriculture, (2) toconduct through the
appropriate bureau or division of the Department research upon
special problems, or (3) to detail to the Commissioner officers
and employees of the Department.

CHAPTER 16 - DESIGNS
Sec.
171 Patents for designs.
172 Right of priority.
173 Term of design patent.

35 U.S.C. 171 Patents for designs.

Whoever invents any new, original and ornamental design
for an article of manufacture may obtain a patent therefor,
subject to the conditions and requirements of this title,

The provisions of this title relating to patents for inventions
shall apply to patents for designs, except as otherwise provided.

35 U.S.C. 172 Right of priority.

The right of priority provided for by section 119 of this title
and the time specified in section 102(d) shall be six months in
the case of designs.

35U.S.C. 173 Term of design patent.
Patents for designs shall be granted for the term of fourteen
years.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 16, 96 Stat.
321.)

CHAPTER 17 - SECRECY OF CERTAIN INVENTIONS
AND FILING APPLICATIONS IN FOREIGN
COUNTRIES

Sec.

181 Secrecy of certain inventions and withholding of patent.
182 Abandonment of invention for unauthorized disclosure.
183 Right to compensation.

184 Filing of application in foreign country.
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185 Patent barred for filing without license.

186 Penalty.

187 Nonapplicability to certain persons,

188 Rules and regulations, delegation of powez,

35 US.C. 181 Secrecy of certain inventions and
withholding of patent.

‘Whenever publication or disclosure by the grant of a patent
on an invention in which the Government has a property interest
might, in the opinion of the head of the interested Government
agency, be detrimental to the national security, the Commis-
sioner upon being so notified shall order that the invention be
keptsecret and shall withhold the grant of a patent therefor under
the conditions set forth hereinafter.

‘Whenever the publication or disclosure of an invention by
the granting of a patent, in which the Government does not have
a property interest, might, in the opinion of the Commissioner,
be detrimental to the national security, he shall make the appli-
cation for patent in which such invention is disclosed available
for inspection to the Atomic Energy Commission, the Secretary
of Defense, and the chief officer of any other department or

.agency of the Government designated by the President as a
defense agency of the United States.

Each individual to whom the application is disclosed shall
_sign a dated acknowledgment thereof, which acknowledgment
“shall be entered in the file of the application. If, in the opinion

of the Atomic Energy Commission, the Secretary of a Defense
Department, or the chief officer of another department or
agency so designated, the publication or disclosure of the

‘- .invention by the granting of the patent therefor would be

“detrimental to the national security, the Atomic Energy
Commission, the Secretary of a Defense Department, or such
other chief officer shall notify the Commissioner and the
Commissioner shall order that the invention be kept secret and
shall withhold the grant of a patent for such period as the
national interestrequires, and notify the applicant thereof. Upon
proper showing by the head of the department or agency who
caused the secrecy order to be issued that the examination of the
application might jeopardize the national interest, the Commis-
sioner shall thereupon maintain the application in a sealed
condition and notify the applicant thereof. The owner of an
application which has been placed under a secrecy order shall
have a right to appeal from the order to the Secretary of
Commerce under rules prescribed by him.

An invention shall not be ordered kept secret and the grant
of a patent withheld for a period of more than one year. The
Commissioner shall renew the order at the end thereof, or at the
end of any renewal period, for additional periods of one year
upon notification by the head of the department or the chief
officer of the agency who caused the order to be issued that an
affirmative determination has been made that the national
interest continues to so require. An order in effect, or issued,
during a time when the United States is at war, shall remain in
effect for the duration of hostilities and one year following
cessation of hostilities. An order in effect, or issued, during a

* national emergency declared by the President shall remain in

;effect for the duration of the national emergency and six months
thereafter. The Commissioner may rescind any order upon
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notification by the heads of the departments and the chief
officers of the agencies who caused the order to be issued that
the publication or disclosure of the invention is no.longer
deemed detrimental to the national security.

35US8.C. 182 Abandonment of invention for
unauthorized disclosure.

The invention disclosed in an application for patent subject
to an order made pursuant to section 181 of this title may be held
abandoned upon its being established by the Commissioner that
in violation of said order the invention has been published or
disclosed or that an application for a patent therefor has been
filed in a foreign country by the inventor, his successors,
assigns, or legal representatives, or anyone in privity with him
or them, without the consent of the Commissioner. The aban-
donment shall be held to have occurred as of the time of
violation. The consent of the Commissioner shall not be given
without the concurrence of the heads of the departments and the
chief officers of the agencies who caused the order to be issued.
A holding of abandonment shall constitute forfeiture by the
applicant, his successors, assigns, or legal representatives, or
anyone in privity with him or them, of all claims against the
United States based upon such invention.

35 U.S.C. 183 Right to compensation.

An applicant, his successors, assigns, or legal representa-
tives, whose patentis withheld as herein provided, shall have the
right, beginning at the date the applicant is notified that, except
for such order, his application is otherwise in condition for al-
lowance, or February 1, 1952, whichever is later, and ending six
years after a patent is issued thereon, to apply to the head of any
department or agency who caused the order to be issued for
compensation for the damage caused by the order of secrecy
and/or for the use of the invention by the Government, resulting
from his disclosure. The right to compensation for use shall
begin on the date of the first use of the invention by the
Government. The head of the department or agency is author-
ized, upon the presentation of a claim, to enter into an agreement
with the applicant, his successors, assigns, or legal representa-
tives, in full settiement for the damage and/or use. This seitle-
ment agreement shall be conclusive for all purposes notwith-
standing any other provision of law to the contrary. If full
settlement of the claim cannot be effected, the head of the
department or agency may award and pay to such applicant, his
successors, assigns, or legal representatives, a sum not exceed-
ing 75 per centum of the sum which the head of the department
or agency considers just compensation for the damage and/or
use. A claimant may bring suit against the United States in the
United States Claims Court or in the District Court of the United
States for the district in which such claimant is aresident for an
amount which when added to the award shall constitute just
compensation for the damage and/or use of the invention by the
Government. The owner of any patent issued upon an applica-
tion that was subject to a secrecy orderissued pursuant to section
181 of this title, who did not apply for compensation as above
provided, shall have the right, after the date of issuance of such
patent, to bring suit in the United States Claims Court for just
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compensation for the damage caused by reason of the order of
secrecy and/or use by the Government of the invention resulting
from his disclosure. The right to compensation for use shall
begin on the date of the first use of the invention by the
Government. In a suit under the provisions of this section the
United States may avail itself of all defenses it may plead in an
action under section 1498 of title 28. This section shall not
confer aright of action on anyone or his successors, assigns, or
legal representatives who, while in the full-time employment or
service of the United States, discovered, invented, or developed
the inventior on which the claim is based.

(Amended Apr. 2, 1982, Public Law 97-164, sec. 160, 96 Stat.48.)

35 U.8.C. 184 Filing of application in foreign
counfry.

Except when authorized by a license obtained from the
Commissioner a person shall not file or cause or authorize to be
filed in any foreign country prior to six months after filing in the
United States an application for patent or for the registration of
a utility model, industrial design, or model in respect of an
invention made in this country. A license shall not be granted
with respect to an invention subject to an order issued by the
Commisgioner pursuant to section 181 of this title without the
concurrence of the head of the departments and the chief officers
of the agencies who caused the order to be issued. The license
may be granted retroactively where an application has been
filed abroad through error and without deceptive intent and the
application does not disclose an invention within the scope of
section’181 of this title.

The term “application” when used in this chapter includes
applications and any modifications, amendments, or supple-
ments thereto, or divisions thereof.

The scope of a license shall permit subsequent modifica-
tions, amendments, and suopplements containing additional
subject matter if the application upon which the request for the
license is based is not, or was not, required to be made available
for inspection under section 181 of this title and if such modifi-
cations, amendments, and supplements do not change the gen-
eral nature of the invention in a manner which would require
such application to be made available for inspection under such
section 181. In any case in which a license is not, or was not,
required in order to file an application in any foreign country,
such subsequent modifications, amendments, and supplements
may be made, without a license, to the application filed in the
foreign country if the United States application was not required
tobe made available for inspection under section 181 andif such
modifications, amendments, and supplements do not, or did not,
change the general nature of the invention in a manner which
would require the United States application to have been made
available for inspection under such section 181.

(Amended August 23, 1988, Public Law 100-418, sec. 9101)

35 U.S.C. 185 Patent barred for filing without
. license.
Notwithstanding any other provisions of law any person,
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and his successors, assigns, or legal representatives, shall notre-
ceive a United States patent for an invention if that person, orhis
successors, assigns, or legal representatives shall, without pro-
curing the license prescribed in section 184 of this title, have
made, or consented (o or assisted another's making, application
in aforeign country for a patent or for the registration of a utility
model, industrial design, or model in respect of the invention. A
United States patent issued to such person, his successors,
assigns, or legal representatives shall be invalid, unless the
failure to procure such license was through error and without
deceptive intent, and the patent does not disclose subject matier
within the scope of section 181 of this title.

(Amended August 23, 1988, Public Law 100418, sec. 9101)

35U.8.C. 186 Penalty.

Whoever, during the period or periods of time an invention
has been ordered to be kept secret and the grant of a patent
thereon withheld pursuant to section 181 of this title, shall, with
knowledge of such order and without due authorization, will-
fully publish or disclose or authorize or cause to be published or
disclosed the invention, or material information with respect
thereto, or whoever willfully, in violation of the provisions of
section 184 of this title, shall file or cause or authorize to be filed
in any foreign country an application for patent or for the
registration of a utility model, industrial design, or model in
respect of any invention made in the United States, shall, upon
conviction, be fined not more than $10,000 or imprisoned for
not more than two years, or both.

(Amended August 23, 1988, Public Law 100-418, sec. 9101)

35U.S.C. 187 Nonapplicability to certain persons.

The prohibitions and penalties of this chapter shall notapply
to any officer or agent of the United States acting within the
scope of his authority, nor to any person acting upon his written
instructions or permission.

35U.S.C. 188 Rules and regulations, delegation of
power,

The Atomic Energy Commission, the Secretary of a defense
department, the chief officer of any other department or agency
of the Government designated by the President as a defense
agency of the United States, and the Secretary of Commerce,
may separately issue rules and regulations to enable the respec-
tive department or agency to carry out the provisions of this
chapter, and may delegate any power conferred by this chapter.

CHAPTER [18] 38 - PATENT RIGHTS IN INVENTIONS
MADE WITH FEDERAL ASSISTANCE
Sec.
200 Policy and objective.
201 Definitions.
202 Disposition of rights.
203 March-in rights.
204 Preference for United States industry.
205 Confidentiality.
206 Uniform clauses and regulations.
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207 Domestic and foreign protection of federally owned inventions.
208 Regulations goveming Federal licensing.

209 Restrictions on licensing of federally owned inventions.

210 Precedence of chapter.

211 Relationship to antitrust laws,

212 Disposition of rights in educational awards.

35 US.C. 200 Policy and objective,

Itis the policy and objective of the Congress to use the patent
system to promote the utilization of inventions arising from
federally supported research or development; to encourage
maximum participation of small business firms in federally
supported research and development efforts; to promote col-
Iaboration between commercial concerns and nonprofit organi-
zations, including universities; to ensure that inventions made
by nonprofit organizations and small business firms are used in
a manner to promote free competition and enterprise; to pro-
mote the commercialization and public availability of inven-
tions made in the United States by United States industry and
labor; to ensure that the Government obtains sufficient rights in
federally supported inventions to meet the needs of the Govern-

+ment and protect the public against nonuse or unreasonable use
of inventions; and to minimize the costs of administering
policies in this area.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat.
3019.)

35 U.S.C. 201 Definitions.

As used in this chapter --

- (a) The term “Federal agency” means any executive agency
as defined in section 105 of title 5, United States Code, and the
military departments as defined by section 102 of title 5, United
States Code.

(b) The term “funding agreement” means any contract,
grant, or cooperative agreement entered into between any Fed-
eral agency, other than the Tennessee Valley Authority, and any
contractorfor the performance of experimental, developmental,
or r2search work funded in whole or in part by the Federal
Government. Such term includes any assigniment, substitution
of parties, or subconiract of any type entered into for the
performance of experimental, developmental, or research work
under a funding agreement as herein defined.

(c) The term “contractor” means any person, small business
firm, or nonprofit organization that is a party to a funding
agreement.

(@) The term “invention” means any invention or discovery
which is or may be patentable or otherwise protectable under
this title or any novel variety of plant which is or may be
protectable under the Plant Variety Protection Act (7 U.S.C.
2321, et seq.).

(e) The term “subject invention” means any invention of the
contractor conceived or first actually reduced to practice in the
performance of work under a funding agreement: Provided,
That in the case of a variety of plant, the date of determination

- (as defined in section 41(d) of the Plant Variety Protection Act

(7U.8.C. 2401(d)) mustalso occur during the period of contract
]
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performance.

(f) The term “practical application” meanstomanufacturein
the case of a composition or product, to practice in the case of
a process or method, or to operate in the case of a machine or
system; and, in each case, under such conditions as to establish
that the invention is being utilized and that its benefits are to the
extent permitted by law or Govemment regulations available to
the public on reasonable terms,

(g) The term “made” when used in relation to any invention
means the conception or firstactual reduction to practice of such
invention,

(h) The term “small business firm” means a small business
concern as defined at section 2 of Public Law 85-536 (15U.S.C.
632) and implementing regulations of the Administrator of the
Small Business Administration.

(i) The term “nonprofit organization” means universities
and other institutions of higher education or an organization of
the type described in section 501(c)(3) of the Internal Revenue
Code of 1954 (26 U.S.C. 501(c)) and exempt from taxation
under section 501(a) of the Internal Revenue Code (26 U.S.C.
501(a)) or any nonprofit scientific or educational organization
qualified under a State nonprofit organization statute.

(Subsection (d) amended Nov. 8, 1984, Public Law 98-620, sec.
501(1), 98 Stat. 3364.)

(Subsection () amended Nov. 8, 1984, Public Law 98-620, sec.
501(2), 98 Stat. 3364.)

(Subsection (i) added Dec. 12, 1980, Public Law 96-517, sec. 6(a),
94 Stat. 3019.)

35U.S.C. 202 Disposition of rights.

(a) Each nonprofit organization or small business firm may,
within a reasonable time after disclosure as required by para-
graph (c)(1) of this section, elect to retain title to any subject
invention: Provided, however, That a funding agreement may
provide otherwise (i) when the contractor is not located in the
United States or does not have a place of business located in the
United States or is subject to the control of a foreign govern-
ment, (ii) in exceptional circumstances when it is determined by
the agency that restriction or elimination of the right to retain
title to any subject invention will better promote the policy and
objectives of this chapter, (iii) when it is determined by a
Government authority which is authorized by statute or Execu-
tive order to conduct foreign intelligence or counter-intelli-
gence activities that the restriction or elimination of the right to
retain title to any subject invention is necessary to protect the
security of such activities, or (iv) when the funding agreement
includes the operation of a Government-owned, contractor-
operated facility of the Department of Energy primarily dedi-
cated to that Department’snaval nuclear propulsion or weapons
related programs and all funding agreement limitations under
this subparagraph on the contractor’s right to elect title to-a
subject invention are limited to inventions occurring under the
above two programs of the Department of Energy. The rights of
the nomnprofit organization or smal! business firm shall he
subject to the provisions of paragraph (c) of this section and the
other provisions of this chapter.
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(b)(1) The rights of the Government under subsection (a)
shall not be exercised by a Federal agency unless it first
determines that at least one of the conditions identified in
clauses (i) through (iii) of subsection (a) exists. Except in the
case of subsection (a)(iii), the agency shall file with the Secre-
tary of Commerce, within thirty days after the award of the
applicable funding agreement, a copy of such determination. In
the case of a determination under subsection (a)(ii), the state-
ment shall include an analysis justifying the determination. In
the case of determinations applicable to funding agreements
with small business firms, copies shall also be sent to the Chief
Counsel for Advocacy of the Small Business Administration. If
the Secretary of Commerce believes that any individual deter-
mination or pattern of determinations is contrary to the policies
and objectives of this chapter or otherwise not in conformance
with this chapter, the Secretary shall so advise the head of the
agency concerned and the Administrator of the Office of Fed-
eral Procurement Policy, and recommend corrective actions.

(2) Whenever the Administrator of the Office of Federal
Procurement Policy has determined that one or more Federal
agencies are utilizing the authority of clause (i) or (ii) of
subsection (a) of this section in a manner that is contrary to the
policies and objectives of this chapter the Administrator is
authorized to issue regulations describing classes of situations
in which agencies may not exercise the authorities of those
clauses.

{3) At least once each year, the Comptroller General shall
transmit a report to the Committees on the Judiciary of the
Sendte-and House of Representatives on the manner in which
this chapter is being implemented by the agencies and on such
other aspects of Government patent policies and practices with
respect to federally funded inventions as the Comptroller Gen-
eral believes appropriate.

{4) If the contractor believes that a determination is con-
trary to the policies and objectives of this chapter or constitutes
an abuse of discretion by the agency, the determination shall be
subject to the last paragraph of section 203(2).

(c) Each funding agreement with a smal! business firm or
nonprofit organization shall contain appropriate provisions to
effectuate the following:

(1) That the contractor disclose each subject invention to
the Federal agency within a reasonable time after it becomes
known to contractor personnel responsible for the administra-
tion of patent matters, and that the Federal Government may
receive title to any subject invention not disclosed to it within
such time.

(2) That the contractor make a written election within two
years after disclosure to the Federal agency (or such additional
time as may be approved by the Federal agency) whether the
contractor will retain title to a subject invention: Provided, That
in any case where publication, on sale, or public use, has
initiated the one year statutory period in which valid patent
protection can still be obtained in the United States, the period
for election may be shortened by the Federal agency to a date
that is not more than sixty days prior to the end of the statutory
period: And provided further, That the Federal Government
mayréceive title toany subject invention in which the contractor
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does not elect to retain rights or fails to elect rights within such
times.

(3) That a contractor electing rights in a subject invention
agrees to file a patent application prior to any statutory bar date
that may occur under this title due to publication, on sale, or
public use, and shall thereafter file corresponding patent appli-
cations in other countries in which it wishes toretain title within
reasonable times, and that the Federal Government may receive
title to any subject inventions in the United States or other
countries in which the coniractor has not filed patent applica-
tions on the subject invention within such times.

(4) With respect to any invention in which the contractor
electsrights, the Federal agency shall have anonexclusive, non-
transferable, irrevocable, paid-up license to practice or have
practiced for or on behalf of the United States any subject
invention throughout the world: Provided, That the funding
agreement may provide for such additional rights; including the
right to assign or have assigned foreign patent rights in the
subject invention, as are determined by the agency as necessary
for meeting the obligations of the United States under any treaty,
international agreement, arrangement of cooperation, memo-
randum of understanding, or similar arrangement, including
military agreements relating to weapons development and pro-
duction.

(5) The right of the Federal agency to require periodic re-
porting on the utilization or efforts at obtaining utilization that
are being made by the coniractor or his licensees or assignees:
Provided, Thatany such information, as well as any information
on utilization or efforts at obtaining utilization obtained as part
of aproceeding under section 203 of this chapter shall be treated
by the Federal agency as commercial and financial information
obtained from a person and privileged and confidential and not
subject to disclosure under section 552 of title 5 of the United
States Code.

(6) An obligation on the part of the contractor, in the event
a United States patent application is filed by or on its behalf or
by any assignee of the confractor, to include within the specifi-
cation of such application and any patent issuing thereon, a
statement specifying that the invention was made with Govern-
ment support and that the Government has certain rights in the
invention.

(7) In the case of a nonprofit organization, (A) a prohibition
upon the assignment of rights to a subject invention in the
United States without the approval of the Federal agency,
except where such assignment is made to an organization which
has as one of its primary functions the management of inven-
tions (provided that such assignee shall be subject to the same
provisions as the contractor); (B) arequirement that the contrac-
tor share royalties with the inventor; {C) except with respect to
afunding agreement for the operation of a Government-owned-
contractor-operated facility, a requirement that the balance of
any royalties or income earned by the contractor with respect to
subject inventions, after payment of expenses, (including pay-
ments to inventors) incidental to the administration of subject
inventions, be utilized for the support of scientific research, or
education; (IJ) a reguirement that, except where it proves
infeasible after a reasonable inquiry, in the licensing of subject
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inventions shall be given to small business firms; and (E) with
respect to a funding agreement for the operation of a Govemn-
ment-owned-contractor-operator facility, requirements (i) that
after payment of patenting costs, licensing costs, payments to
inventors, and other expenses incidental to the administration of
subject inventions, 100 percent of the balance of any royalties
or income earned and retained by the contractor during any
fiscal year, up to an amount equal to five percent of the annual
budget of the facility, shall be used by the contractor for
scientific research, development, and education consistent with
the research and development mission and objectives of the
facility, including activities that increase the licensing potential
of other inventions of the facility provided that if said balance
exceeds five percent of the annual budget of the facility, that 75
percent of such excess shall be paid to the Treasury of the United
States and the remaining 25 percent shall be used for the same
purposes as described above in this clause (D); and (ii) that, to
the extentit provides the most effective technology transfer, the
licensing of subject inventions shall be administered by contrac-
tor employees on location at the facility.

« (8 The requirements of sections 203 and 204 of this
chapter.

(d) If a contractor does not elect to retain title to a subject
invention in cases subject to this section, the Federal agency
miiay consider and after consultation with the contractor grant
requests for retention of rights by the inventor subject to the
provisions of this Act and regulations promulgated hereunder.

(e) In any case when a Federal employee is a coinventor of

*-any invention made under a funding agreement with a nonprofit

organization or small business firm, the Federal agency employ-
ing such coinventor is authorized to transfer or assign whatever
rights it may acquire in the subject invention from its employee
to the contractor subject to the conditions set forth in this
chapter.

(H(1) No funding agreement with a small business firm or
nonprofit organization shali coniain a provision allowing a
Federal agency to require the licensing to third parties of
inventions owned by the contractor that are not subject inven-
tions unless such provision has been approved by the head of the
agency and a written justification has been signed by the head
of the agency. Any such provision shall clearly state whether the
licensing may be required in connection with the practice of a
subject invention, a specifically identified work object, or both.
The head of the agency may not delegate the authority to
approve provisions or sign justifications required by this para-
graph.

(2) A Federal agency shall notrequire the licensing of third
parties under any such provision uniess the head of the agency
determines that the use of the invention by others is necessary
for the practice of a subject invention or for the use of a work
object of the funding agreement and that such action is neces-
sary to achieve the practical application of the subject invention
or work object. Any such determination shall be on the record
after an opportunity for an agency hearing. Any action com-
menced for judicial review of such determination shall be
brpught within sixty days after notification of such determina-
tion.
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(Subsection (2) amended Nov. 8, 1984, Public Law 98-602, sec.
501(3), 98 Star. 3364.)

(Subsection (b){2) amendad Nov. 8, 1984, Public Law 98-620, sec.
501(4), 98 Star. 3365.)

(Subsection (b)(4) added Nov. 8, 1984, Public Law 98-620, sec.
501(4A), 98 Stat. 3365.)

(Subsection (c}{4) amended Nov. 8, 1984, Public Law 98-620, sec.
501(5), 98 Stat. 3365.)

(Subsection (c}(5) amended Nov. 8, 1984, Public Law 98-620, sec.
501¢6), 98 Stat. 3365.)

(Subsection (c}(7) amended Nov. 8, 1984, Public Law 98-620, sec.
501(7), (8), 98 Stat. 3366.)

(Subsection (f)(2) added Dec. 12, 1980, Public Law 96-517, sec.
6(a), 94 Stat. 3020.)

35 US.C. 203 March-in rights.

(1) With respect to any subject invention in which a small
business firm or nonprofit organization has acquired title under
this chapter, the Federal agency under whose funding agree-
ment the subject invention was made shall have the right, in
accordance with such procedures as are provided in regulations
promulgated hereunder to require the contractor, an assignee or
exclusive licensee of a subject invention to grant a nonexclu-
sive, partially exclusive, or exclusive license in any field of use
to a responsible applicant or applicants, upon terms that are
reasonable under the circumstances, and if the contractor,
assignee, or exclusive licensee refuses such request, to grant
such alicense itself, if the Federal agency determines that such

(a) action is necessary because the contractor or assignee
hasnot taken, oris notexpected to take within areasonable time,
effective steps to achieve practical application of the subject
invention in such field of use;

(b) action is necessary to alleviate health or safety needs
which are not reasonably satisfied by the contractor, assignee,
or their licensees;

(c) action is necessary to meet requirements for public use
specified by Federal regulations and such requirements are not
reasonably satisfied by the contracior, assignee, or licensees; or

(d) action is necessary because the agreement required by
section 204 has not been obtained or waived or because a
licensee of the exclusive right to use or sell any subjectinvention
in the United States is in breach of its agreement obtained
pursuant to section 204.

(2) A determination pursuant to this section or section
202(b)(4) shall not be subject to the Coniract Disputes Act (41
U.S.C. §601 etseq.). An administrative appeals procedure shall
be established by regulations promulgated in accordance with
section 206. Additionally, any contractor, inventor, assignee, or
exclusive licensee adversely affected by a determination under
this section may, at any time within sixty days after the determi-
nation is issued, filea petition in the United States Claims Court,
which shall have jurisdiction to determine the appeal on the
record and to affirm, reverse, remand or modify, as appropriate,
the determination of the Federal agency. In cases described in
paragraphs (a) and (c), the agency’s determination shall be held
in abeyance pending the exhaustion of appeals or petitions filed
under the preceding sentence.
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(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3022;
amended Nov. 8, 1984, Public Law 98-620, sec. 501(9), 98 Stat. 3367.)

35 U.S.C. 204 Preference for United States industry.

Notwithstanding any other provision of this chapter, no
small business firm or nonprofit organization which receives
title to any subject invention and no assignee of any such small
business firm or nonprofit organization shall granttoany person
the exclusive right to use or sell any subject invention in the
United States unless such person agrees that any products
embodying the subjectinvention or produced through the use of
the subject invention will be manufactured substantially in the
United States. However, inindividual cases, the requirement for
such an agreement may be waived by the Federal agency under
whose funding agreement the invention was made upon a
showing by the small business firm, nonprofit organization, or
assignee that reasonable but unsuccessful efforts have been
made to grant licenses on similar terms to potential licensees
that would be likely to manufacture substantially in the United
States or that under the circumstances domestic manufacture is
not commercially feasible.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat.
3023.)

35U.8.C. 205 Confidentiality.

Federal agencies are authorized to withhold from disclosure
to the public information disclosing any invention in which the
Federal Government owns or may own a right, title, or interest
(including a nonexclusive license) for areasonable time in order
for a patent application to be filed. Furthermore, Federal agen-
cies shall not be required to release copies of any document
which is part of an application for patent filed with the United
States Patent and Trademark Office or with any foreign patent
office.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat.
3023.)

35U.8.C. 206 Uniform clauses and regulations,

The Secretary of Commerce may issue regulations which
may be made applicable to Federal agencies implementing the
provisions of sections 202 through 204 of this chapter and shall
establish standard funding agreement provisions required under
this chapter. The regulations and the standard funding agree-
ment shall be subject to public comment before their issuance.

(Amended Nov. 8, 1984, Public Law 98-620, sec. 501(10), 98 Stat.
3367.)

35 U.S.C. 207 Domestic and foreign protection of
federally owned inventions.
(a) Each Federal agency is authorized to --

(1) apply for, obtain, and maintain patents or other forms of
protection in the United States and in foreign countries on
inventions in which the Federal Government owns a right, title,
or intefest; '

(2) grant nonexclusive, exclusive, or partially exclusive li-
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censes under federally owned patent applications, patents, or
other forms of protection obtained, royalty-free or for royalties
or other consideration, and on such terms and conditions,
including the grant to the licensee of the right of enforcement
pursuant to the provisions of chapter 29 of this title as deter-
mined appropriate in the public interest;

(3) undertake all other suitable and necessary steps o
protect and administer rights to federally owned inventions on
behalf of the Federal Government either directly or through
contract; and

(4) transfer custody and administration, in whole or in part,
to another Federal agency, of the right, title, or interest in any
federally owned invention.

(b) For the purpose of assuring the effective management of
Government-owned inventions, the Secretary of Commerce
authorized to --

(1) assist Federal agency efforts to promote the licensing
and utilization of Government-owned inventions;

(2) assist Federal agencies in seeking protection and main-
taining inventions in foreign countries, including the payment
of fees and costs connected therewith; and

(3) consult with and advise Federal agencies as to areas of
science and technology research and development with poten-
tial for commesrcial utilization,

Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3023,
Amended Nov. 8, 1984, Public Law 98-620, sec. 501(11) 98 Stat.
3367.)

35U.S8.C. 208 Regulations governing Federal
licensing.

The Secretary of Commerce is authorized to promulgate
regulations specifying the terms and conditions upon which any
federally owned invention, other than inventions owned by the
Tennessee Valley Authority, may be licensed on a nonexclu-
sive, partially exclusive, or exclusive basis.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3024;
Amended Nov. 8, 1984, Public Law 28-620, sec. 501(12), 98 Stat.
3367.)

35U.S.C. 209 Restrictions on licensing of federally
owned inventions.

(a) No Federal agency shall grant any license under a patent
or patent application on a federally owned invention unless the
person requesting the license has supplied the agency with a
plan for development and/or marketing of the invention, except
that any such plan may be treated by the Federal agency as
commercial and financial information obtained from a person
and privileged and confidential and not subject to disclosure
under section 552 of title 5 of the United States Code.

(b) A Federal agency shall normally grant the right to use or
sell any federally owned invention in the United States only to
alicensee that agrees thatany products embodying the invention
or produced through the use of the invention will be manufac-
tured substantially in the United States.

(c)(1) Each Federal agency may grant exclusive or partially
exclusive licenses in any invention covered by a federally
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owned domestic patent or patent application only if, after public
notice and opportunity for filing written objections, it is deter-
mined that --

(A) the interests of the Federal Government and the public
will best be served by the proposed license, in view of the
applicant’s intentions, plans, and ability to bring the invention
to practical application or otherwise promote the invention’s
utilization by the public;

(B) the desired practical application has not been
achieved, or is not likely expeditiously to be achieved, under any
nonexclusive license which has been granted, or which may be
granted, on the invention;

(C) exclusive or partially exclusive licensing is a reason-
able and necessary incentive to call forth the investment of risk
capital and expenditures to bring the invention to practical
application or otherwise promote the invention’s utilization by
the public; and

(D) the proposed terms and scope of exclusivity are not
greater than reasonably necessary to provide the incentive for
bringing the invention to practical application or otherwise
promote the invention’s utilization by the public.

(2) A Federal agency shall not grant such exclusive or
partially exclusive license under paragraph (1) of this subsec-
tion if it determines that the grant of such license will tend
Substantially tolessen competition or result in undue concentra-
tion in any section of the country in any line of commerce to
which the technology to be licensed relates, or to create or
maintain other situations inconsistent with the antitrust laws.

(3) First preference in the exclusive or partially exclusive
ficensing of federally owned inventions shall go to small busi-
ness firms submitting plans that are determined by the agency to
be within the capabilities of the firms and equally likely, if
executed, to bring the invention to practical application as any
plans submitted by applicants that are not small business firms.

(d) After consideration of whether the interests of the Fed-
eral Government or United States industry in foreign commerce
will be enhanced, any Federal agency may grant exclusive or
partially exclusive licenses in any invention covered by a
foreign patent application or patent, after public notice and
opportunity for filing written objections, except that a Federal
agency shall not grant such exclusive or partially exclusive
license if it determines that the grant of such license will tend
substantially to lessen competition or result in undue concentra-
tion in any section of the United States in any line of commerce
to which the technology to be licensed relates, or to create or
maintain other situations inconsistent with antitrust laws.

(e) The Federal agency shall maintain a record of determi-
nations to grant exclusive or partially exclusive licenses.

(f) Any grant of a license shall contain such terms and con-
ditions as the Federal agency determines appropriate for the
protection of the interests of the Federal Government and the
public, including provisions for the following:

(1) periodic reporting on the utilization or efforts at obtain-
ing utilization that are being made by the licensee with particular
zeference to the plan submitted: Provided, That any such infor-
mation may be treated by the Federal agency as commercial and
financial information obtained from a person and privileged and
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confidential and not subject to disclosure under section 552 of
title 5 of the United States Code;

(2) the right of the Federal agency to terminate such license
in whole or in part if it determines that the licensee is not
executing the plan submitted with its request for a license and
the licensee cannot otherwise demonstrate to the satisfaction of
the Federal agency that it has taken or can be expected to take
within a reasonable tie, effective steps to achieve practical
application of the invention;

(3) theright of the Federal agency to terminate such license
in whole or in part if the licensee is in breach of an agreement
obtained pursuant to paragraph (b) of this section; and

(4) the right of the Federal agency to terminate the license
in whole or in part if the agency determines that such action is
necessary to0 meet requirements for public use specified by
Federal regulations issued afier the date of the license and such
requirements are not reasonably satisfied by the licensee.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat.
3024.)

35US.C. 210 Precedence of chapter.

(a) This chapter shall take precedence over any other Act
which would require a disposition of rights in subjectinventions
of small business firms or nonprofit organizations contractorsin
amanner that is inconsistent with this chapter, including but not
necessarily limited to the following:

(1) section 10(a) of the Act of June 29, 1935, as added by
title 1 of the Act of August 14, 1946 (7 U.S.C. 427i(a); 60 Stat.
1085);

(2) section 205(a) of the Act of August 14, 1946 (7 U.S.C.
1624(a); 60 Stat. 1050);

(3) section 501(c) of the Federal Mine Safety and Health
Act of 1977 (30 U.S.C. 951(c); 83 Stat. 742);

(@) section 106(c) of the National Traffic and Motor Ve-
hicle Safety Act of 1966 (15 U.S.C. 1395(c); 80 Stat. 721);

(5) section 12 of the National Science Foundation Act of
1950 (42 U.S.C. 1871(a); 82 Stat. 360);

(6) section 152 of the Atomic Energy Act of 1954 (42
1LS.C.2182; 68 Siat, 943);

(7) section 305 of the National Aeronautics and Space Act
of 1958 (42 U.S.C. 2457);

(8) section 6 of the Coal Research Development Act of
1960 (30 U.S.C. 666; 74 Stat. 337);

(9) section 4 of the Helium Act Amendments of 1960 (50
U.S.C. 167b; 74 Stat. 920);

(10) section 32 of the Arms Control and Disarmament Act
of 1961 (22 U.S.C. 2572; 75 Stat, 634);

(11) subsection (e) of section 302 of the Appalachian
Regional Development Act of 1965 (40 U.S.C. App. 302(e); 79
Stat, 5);

(12) section 9 of the Federal Nonnuclear Energy Research
and Development Act of 1974 (42 U.S.C. 5901; 88 Stat. 1878);

(13) section 5(d) of the Consumer Product Safety Act (i5
US.C. 2054(d); 86 Stat. 1211);

{14) section 3 of the Act of April 5, 1944 (30 U.S.C. 323;
58 Stat. 191);
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(15) section 8001(c)(3) of the Solid Waste Disposal Act (42
U.S.C. 6981(c); 90 Stat. 2829);

(16) section 219 of the Foreign Assistance Act of 1961 (22
U.S.C. 2179; 83 Stat. 806);

(17) section 427(b) of the Federal Mine Health and Safety
Actof 1977 (30 U.S.C. 937(b); 86 Stat. 155);

(18) section 306(d) of the Surface Mining and Reclamation
Act of 1977 30 U.S.C. 1226(d); 91 Stat. 455);

(19) section 21(d) of the Federal Fire Prevention and
Control Act of 1974 (15 U.S.C. 2218(d); 88 Stat. 1548);

(20) section 6(b) of the Solar Photovoltaic Energy Research
Development and Demonstration Act of 1978 (42 U.S.C.
5585(b); 92 Stat. 2516);

(21) section 12 of the Native Latex Commercialization and
Economic Development Act of 1978 (7 U.S.C. 178(j); 92 Stat.
2533); and

(22) section 408 of the Water Resources and Development
Act of 1978 (42 U.S.C. 7879; 92 Stat. 1360).

The Act creating this chapter shall be construed to take prece-
dence over any future Act unless that Act specifically cites this
Act ang provides that it shall take precedence over this Act.

(b) Nothing in this chapter is intended to alter the effect of
the laws cited in paragraph (a) of this section or any other laws
withrespect to the disposition of rights in inventions made in the
performance of funding agreements with persons other than
nonprofit organizations or small business firms.

(c) Nothing in this chapter is intended to limit the authority
of agencies to agree to the disposition of rights in inventions
made in the performance of work under funding agreements
with persons other than nonprofit organizations or small busi-
ness firms in accordance with the Statement of Government
Patent Policy issued on February 18, 1983, agency regulations,
or other applicable regunlations or to otherwise limit the author-
ity of agencies to allow such persons to retain ownership of in-
ventions, except that all funding agreements, including those
with other than small business firms and nonprofit organiza-
tions, shall include the requirements established in paragraph
202(c)(4) and section 203 of this title. Any disposition of rights
in inventions made in accordance with the Statement or impie-
menting reguiations, including any disposition occurring before
enactment of this section, are hereby authorized.

(d) Nothing in this chapter shall be consirued to require the
disclosure of intelligence sources or methods or to otherwise
affect the authority granted to the Director of Central Intelli-
gence by statute or Executive order for the protection of intel-
ligence sources or methods.

(Subsection (c) amended Nov. 8, 1984, Public Law 98-620, sec.
501(13), 98 Stat. 3367.)

(Subsection (d) added Dec. 12, 1980, Public Law 96-517, sec. 6(a),
94 Stat. 3026.)

35 U.S.C. 211 Relationship to antitrust laws.
Nothing in this chapter shall be deemed to convey to any
person immunity from civil or criminal liability, or to create any

defenses to actions, under any antitrust law.
*

(Added Dec.12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3027.)
Rev. 12, July 1989

35 U.S.C. 212 Dispaosition of rights in educational
awards.

No scholarship, fellowship, training grant, or other funding
agreement made by a Federal agency primarily to an awardee
for educational purposes will contain any provision giving the
Federal agency any rights to inventions made by the awardee.

(Added Nov. 8, 1984, Public Law 98-620, sec. 501(14), 98 Stat.
3368.)

PART HII - PATENTS AND PROTECTION OF

PATENT RIGHTS

CHAPTER 25 - AMENDMENT AND CORRECTION OF
PATENTS
Sec.
251 Reissue of defective patents.
252 Effect of reissue.
253 Disclaimer.
254 Centificate of correction of Patent and Trademark Office mistake.
255 Cenificate of correction of applicant’s mistake.
256 Correction of named inventor.

35 U.S.C. 251 Reissue of defective patents,

Wheneverany patent is, through error withoutany deceptive
intention, deemed wholly or partly inoperative or invalid, by
reason of a defective specification or drawing, or by reason of
the patentee claiming more or less then he had a right to claim
in the patent, the Commissioner shall, on the surrender of such
patent and the payment of the fee required by law, reissue the
patent for the invention disclosed in the original patent, and in
accordance with a new and amended application, for the unex-
pired part of the term of the original patent. No new matter shall
be introduced into the application for reissue.

The Commissioner may issue several reissued patents for
distinct and separate parts of the thing patented, upon demand
of the applicant, and upon payment of the required fee for a
reissue for each of such reissued patents.

The provisions of this title relating to applications for patent
shall be applicable to applications for reissue of a patent, except
that application for reissue may be made and sworn to by the
assignee of the entire interest if the application does not seek to
enlarge the scope of the claims of the original patent.

No reissued patent shall be granted enlarging the scope of
the claims of the original patent unless applied for within two
years from the grant of the original patent.

35U.8.C. 252 Effect of reissue.

The surrender of the original patent shall take effectupon the
issue of the reissued patent, and every reissued patent shall have
the same effect and operation in law, on the trial of actions for
causes thereafter arising, as if the same had been originally
granted in such amended form, but insofar as the claims or the
original and reissued patents are identical, such surrender shall
not affect any action then pending nor abate any cause of action
then existing, and the reissued patent, to the extent that its claims
are identical with the original patent, shall constitute a conting-
ation thereof and have effect continuously from the date of the
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original patent.

No reissued patent shall abridge or affect the right of any
person or his successors in business who made, purchased or
used prior to the grant of a reissue anything patented by the
reissued patent, to continue the use of, or to sell to others to be
used or sold, the specific thing so made, purchased or used,
unless the making, using or selling of such thing infringes a valid
claim of the reissued patent which was in the original patent. The
court before which such matter is in question may provide for
the continued manufacture, use or sale of the thing made,
purchased or used as specified, or for the manufacture, use or
sale of which substantial preparation was made before the grant
of the reissue, and it may also provide for the continued practice
of any process patented by the reissue, practiced, or for the
practice of which substantial preparation was made, prior to the
grant of the reissue, to the extent and under such terms as the
court deems equitable for the protection of investments made or
business commenced before the grant of the reissue.

35 U.8.C. 253 Disclaimer.
Whenever, without any deceptive intention, a claim of a
‘patent is invalid the remaining claims shall not thereby be
rendered invalid. A patentee, whether of the whole or any
sectional interest therein, may, on payment of the fee required
-by law, make disclaimer of any complete claim, stating therein
the extent of his interest in such patent. Such disclaimer shall be
in writing and recorded in the Patent and Trademark Office, and
it shall thereafter be considered as part of the original patent to
the extent of the interest possessed by the disclaimant and by

"-those claiming under him.

In like manner any patentee or applicant may disclaim or
dedicate to the public the entire term, or any terminal part of the
term, of the patent granted or to be granted.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 US.C. 254 Certificate of correction of Patent and
Trademark Office mistake.

Whenever a mistake in a patent, incurred through the fault
of the Patent and Trademark Office, is clearly disclosed by the
records of the Office, the Commissioner may issue a certificate
of correction stating the fact and nature of such mistake, under
seal, without charge, to be recorded in the records of patents. A
printed copy thereof shall be attached to each printed copy of the
patent, and such certificate shall be considered as part of the
original patent. Every such patent, together with such certifi-
cate, shall have the same effect and operation in Jaw on the trial
of actions for causes thereafter arising as if the same had been
originally issued in such corrected form. The Commissioner
may issue a corrected patent without charge in lieu of and with
like effect as a certificate of correction.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 US.C. 258 Certificate of correction of
. applicant’s mistake.
. Whenever a mistake of a clerical or typographical nature, or
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of minor character, which was not the fault of the Patent and
Trademark Office, appears in a patent and a showing has been
made that such mistake occusred in good faith, the Commis-
sioner may, upon payment of the required fee, issue a certificate
of correction, if the correction does not involve such changesin
the patent as would constitute new matter or would require re-
examination. Such patent, together with the certificate, shall
have the same effect and operation in law on the trial of actions
for causes thereafter arising as if the same had been originally
issved in such corrected form.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 256 Correction of named inventor,

Whenever through error a person is named in an issued
patent as the inventor, or through error an inventor is not named
in an issued patent and such error arose without any deceptive
intention on his part, the Commissioner may, on application of
all the pariies and assignees, with proof of the facts and such
other requirements as may be imposed, issue a certificate
correcting such error.

The error of omitting inventors or naming persons who are
not inventors shall not invalidate the patent in which such error
occurred if it can be corrected as provided in this section. The
court before which such matter is called in auestion may order
correction of the patent on notice and hearing of all parties
concerned and the Commissioner shall issue a certificate ac-
cordingly.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 6(b), 96 Stat.
320.)

CHAPTER 26 - OWNERSHIP AND ASSIGNMENT
Sec.
261 Ownership; assignment.
262 Joint owners.

35U.8.C. 261 Ownership; assignment.

Subject to the provisions of this title, patents shall have the
attributes of personal property.

Applications for patent, patents, or any interest therein, shall
be assignable in law by an instrument in writing. The applicant,
patentee, or his assigns or legal representatives may in like
manner grant and convey an exclusive right under his applica-
tion for patent, or patents, to the whole or any specified part of
the United States.

A certificate of acknowledgment under the hand and official
seal of a person authorized to administer oaths within the United
States, or, in a foreign country, of a diplomatic or consular
officerof the United States or an officer anthorized to administer
oaths whose authority is proved by a certificate of a diplomatic
or consular officer of the United States, or apostille of an official
designated by a foreign country which, by treaty or convention,
accords like effect to apostilles of designated officials in the
United States, shall be prima facie evidence of the execution of
an assignment, grant or conveyance of a patent or application for
patent.
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An assignment, grant, or conveyance shall be void as against
any subsequent purchaser or mortgagee for a valuable consid-
eration, without notice, unless it is recorded in the Patent and
Trademark Office within three months from its date or prior to
the date of such subsequent purchase or mortgage.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949;
Aug. 27, 1982, Public Law 97-247, sec. 14(b), 96 Stat. 321.)

35U.S.C. 262 Joint owners.

In the absence of any agreement to the contrary, each of the
joint owners of a patent may make, use or sell the patented
invention without the consent of and without accounting to the
other owners.

CHAPTER 27 - GOVERNMENT INTERESTS IN
PATENTS
Sec.
266 [Repealed.]
267 Time for taking action in Government applications.

35U.S.C. 266 [Repealed.]

(Repealed July 24, 1965, Public Law 89-83, sec. 8, 79 Stat. 261.)

35U.8.C. 267 Time for taking action in Government
applications.

Notwithstanding the provisions of sections 133 and 151 of
this title, the Commissioner may extend the time for taking any
action to three years, when an application has become the
property of the United States and the head of the appropriate
department or agency of the Government has certified to the
Commissioner that the invention disclosed therein is important
to the armament or defense of the United States.

CHAPTER 28 - INFRINGEMENT OF PATENTS

Sec.
271 Infringement of patent.
272 Temporary presence in the United States.

35U.8.C. 271 Infringement of patent.

(a) Except as otherwise provided in this title, whoever
without authority makes, uses or sells any patented invention,
within the United States during the term of the patent therefor,
infringes the patent.

(b) Whoever actively induces infringement of a patent shall
be liable as an infringer.

(c) Whoever selis a component of a patented machine,
manufacture, combination or composition, or a material or
apparatus for use in practicing a patented process, constituting
a material part of the invention, knowing the same to be
especially made or especially adapted foruse in an infringement
of such patent, and not a staple article or commodity of com-
merce suitable for substantial noninfringing use, shall be liable
as a contributory infringer.

(d)No patent owner otherwise entitled to relief for infringe-
ment dr contributory infringement of a patent shall be denied
relief or deemed guilty of misuse or illegal extension of the
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patent right by reason of his having done one or more of the
following: (1) derived revenue from acts which if performed by
another without his consent would constitute contributory in-
fringement of the patent; (2) licensed or authorized another to
perform acts which if performed without his consent would
constitute contributory infringement of the patent; (3) soughtto
enforce his patent rights against infringement or contributory
infringement; (4) refused 1o license or use any rights to the
patent; or (5) conditioned the license of any rights to the patent
or the sale of the patented product on the acquisition of alicense
to rights in another patent or purchase of a separate product,
unless, in view of the circumstances, the patent owner has
market power in the relevant market for the patent or patented
product on which the license or sale is conditioned.

(e)(1) It shall not be an act of infringement to make, use, or
sell a patented invention (other than a new animal drug or
veterinary biological product (as those terms are used in the
Federal Food, Drug, and Cosmetic Act and the Act of March 4,
1913)) solely for uses reasonably related tothe developmentand
submission of information under a Federal law which regulates
the manufacture, use, or sale of drugs.

(2) It shall be an act of infringement to submit --

(A) an application under section 505(j) of the Federal Food,
Drug, and Cosmetic Act or described in section 505(b)(2) of
such Act for a drug claimed in a patent or the use of which is
claimed in a patent, or

(B) an application under section 512 of such Actorunderthe
Act of March 4, 1913 (21 U.S.C. 151 - 158) for a drug or
veterinary biological product which is not primarily manufac-
tured using recombinant DNA, recombinant RNA, hybridoma
technology, or other processes involving site specific genetic
manipulation techniques and which is claimed in a patent or the
use of which is claimed in a patent, or

if the purpose of such submission is to obtain approval under
such Act to engage in the commercial manufacture, use, or sale
of a drug or veterinary biological product claimed in a patent or
the use of which is claimed in a patent before the expiration of
such patent.

(3) In any action for patent infringement brought under this
section, no injunctive or other relief may be granted which
would prohibit the making, using, or selling of a patented
invention under paragraph (1).

(4)For an act of infringement described in paragraph (2)-

(A) the court shall order the effective date of any approval
of the drug or veterinary biological product involved in the
infringement to be a date which is not earlier than the date of the
expiration of the patent which has been infrings

(B) injunctive relief may be granted against an infringer to
prevent the commercial manufacture, use, or sale of an ap-
proved drug or veterinary biological product, and

(C) damages or other monetary relief may be awarded
against an infringer only if there has been commercial manufac-
ture, use, or sale of an approved drug or veterinary biological
product.

Theremedies prescribed by subparagraphs (A), (B), and (C)
are the only remedies which may be granted by a court foran act
of infringement described in paragraph (2), except that a court
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may award attorney fees under section 285.

(£)(1) Whoever without authority supplies or causes to be
supplied in or from the United States all or a substantial portion
of the components of a patented invention, where such compo-
nents are uncombined in whole or in part, in such manner as to
actively induce the combination of such components outside of
the United States in a manner that would infringe the patent if
such combination occurred within the United States, shall be
liable as an infringer.

(2) Whoever without authority supplies or causes to be
supplied in or from the United States any component of a
patented invention that is especially made or especially adapted
for use in the invention and not a staple article or commodity of
commerce suitable for substantial noninfringing use, where
such component is uncombined in whole or in part, knowing
that such component is so made or adapted and intending that
such component will be combined outside of the United States
in a manner that would infringe the patent if such combination
occurred within the United States, shall be liable as an infringer.

(g) Whoever without authority imports into the United
States or sells or uses within the United States a product which
ismade by a process patented in the United States shall be liable
as an infringer, if the importation, sale, or use of the product
occurs during the term of such process patent. In an action for
infringement of a process patent, no remedy may be granted for
infringement on account of the noncommercial use or retail sale
of a product unless there is no adequate remedy under this title
for infringement on account of the importation or other use or

_sale of that product. A product which is made by a patented

‘process will, for purposes of this title, not be considered to be so
made after --

(1) it is materially changed by subsequent processes; or

(2) it becomes a trivial and nonessential component of
another product.

(Subsection (d) amended Nov. 19, 1988, Public Law 100-
703, Tide II, sec. 201, 102 Stat. 4676.)

(Subsection (e) added Sept. 24, 1984, Public Law 98-417,
sec. 202, 98 Stat. 1603.)

(Subsection (f) added Nov. 8, 1984, Public Law 98-622,
sec. 101, 98 Stat. 3383.)

(Subsection (g) added Aug. 23, 1988, Public Law 100418,
sec. 9003, effective Feb. 23, 1989.)

(Amended Nov. 16, 1988, Public Law 100-670, sec. 201(j),

102 Stat. 3971)
in the invention and not a staple article or commodity of
com
35 U.S8.C. 272 Temporary presence in the United
States.

The use of any invention in any vessel, aircraft or vehicle of
any country which affords similar privileges to vessels, aircraft
or vehicles of the United States, entering the United States tem-
porarily or accidentally, shall not constitute infringement of any
patent, if the invention is used exclusively for the needs of the
vessel, aircraft or vehicle and is not sold in or used for the

.manufacture of anything to be sold in or exported from the
United States.
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CHAPTER 29 - REMEDIES FOR INFRINGEMENT OF
PATENT, AND OTHER ACTIONS
Sec.
281 Remedy for infringement of patent.
282 Presumption of validity; defenses.
283 Injunction.
284 Damages.
285 Anorney fees.
286 Time limitation on damages.
287 Limitation on damages and other remedies; marking and notice.
288 Action for infringement of a patent contsining an invalid claim.
289 Addiuonal remedy for infringement of design patent.
290 Notice of patent suits.
291 Interfering patents.
292 False marking.
293 Nonresident patentee; service and notice.
294 Voluntary arbitration.
295 Presumption: Product made by patented process

35 U.S.C. 281 Remedy for infringement of patent.
A patentee shall have remedy by civil action for infringe-
ment of his patent.

35 U.S.C. 282 Presumption of validity; defenses

A patent shall be presumed valid. Each claim of a patent
(whether in independent, dependent, or muiltiple dependent
form) shall be presumed valid independently of the validity of
other claims; dependent or multiple dependent claims shall be
presumed valid even though dependent upon an invalid claim.
The burden of establishing invalidity of a patent or any claim
thereof shall rest on the party asserting such validity.

The following shall be defenses in any action involving the
validity or infringement of a patent and shall be pleaded:

(1) Noninfringement, absence of liability for infringement,
or unenforceability,

(2) Invalidity of the patent or any claim in suit on any
ground specified in part II of this title as a condition for
patentability,

(3) Invalidity of the patent or any claim in suit for failure to
comply with any requirement of sections 112 or 251 of this title,
(4) Any other fact or act made a defense by this title.

In actions involving the validity or infringement of a patent
the party asserting invalidity or noninfringement shall give
notice in the pleadings or otherwise in writing to the adverse
party at least thirty days before the trial, of the country, number,
date, and name of the patentee of any patent, the title, date, and
page numbers of any publication to be relied upon as anticipa-
tion of the patent in suit or, except in actions in the United States
Claims Court, as showing the state of the art, and the name and
address of any person who may be relied upon as the prior
inventor or as having prior knowledge of or ashaving previously
used or offered for sale the invention of the patentin suit. In the
absence of such notice proof of the said matters may notbe made
at the trial except on such terms as the court requires.

Invalidity of the extension of a patent term or any portion
thereof under section 156 of this title because of the material
failure --
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(1) &y the applicant for the extension, or

(2) by the {Ginmissioner,
to comply with ihe requirements of such section shall be a
defense in any action involving the infringement of a patent
during the period of the extension of its term and shall be
pleaded. A due diligence determination under section 156(d)(2)
is not subject to review in such an action.

(Amended July 24, 1965, Public Law 89-83, sec. 10, 79 Stat. 261;
Nov.24,1975, Public Law 94-131, sec. 10,89 Stat. 692; Sept. 24, 1984,
Public Law 98-417, sec. 203, 98 Stat. 1603.)

35U.5.C. 283 Injunction.

The several courts having jurisdiction of cases under this
title may grant injunctions in accordance with the principles of
equity to prevent the violation of any right secured by patent, on
such terms as the court deems reasonable.

35U.S.C. 284 Damages.

Upon finding for the claimant the court shali award the
claimagt damages adequate to compensate for the infringement
but in no event less that a reasonable royalty for the use made of
the invention by the infringer, together with interest and costs as
fixed by the court.

When the damages are not found by a jury, the court shall
assess themn. In either event the court may increase the damages
up to three times the amount found or assessed.

The court may receive expert testimony as an aid to the
determination of damages or of what royalty would be reason-
able under the circumstances.

35U.5.C. 285 Attorney fees.
The court in exceptional cases may award reasonable attor-
ney fees to the prevailing party.

35U.8.C. 286 Time limitation on damages.

Except as otherwise provided by law, no recovery shall be
had forany infringement committed more than six years prior to
the filing of the complaint or counterclaim for infringement in
the action.

In the case of claims against the United States Government
for use of a patented invention, the period before bringing suit,
up to six years, between the date of receipt of a written claim for
compensation by the department or agency of the Government
having authority to settle such claim, and the date of mailing by
the Government of a notice to the claimant that his claim has
been denied shall not be counted as a part of the period referred
to in the preceding paragraph.

35U.8.C. 287 Limitation on damages and other remedies;
marking and notice.

(a) Patentees, and persons making or selling any patented
article for or under them, may give notice to the public that the
same is patented, either by fixing thereon the word “patent” or
the abbreviation “pat.”, together with the number of the patent,
or when, from the character of the article, this can not be done,
by fixing to it, or to the package wherein one or more of them is
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contained, a label containing a like notice. In the event of fzilure
so to mark, no damages shall be recovered by the patenteein any
action for infringement, except on proof that the infringer was
notified of the infringement and continued to infringe thereafier,
inwhicheventdamages may be recovered only forinfringement
occurring after such notice. Filing of an action for infringement
shall constitute such notice.

(b)(1) Aninfringer under section 271(g) shall be subject to
all the provisions of this tile relating to damages and injunctions
except to the extent those remedies are modified by this subsec-
tion or section 9006 of the Process Patent Amendments Act of
1988. The modificationsof remedies provided in this subsection
shall not be available to any person who --

(A) practiced the patented process;

(B) owns or controls, or is owned or controlled by, the
person who practiced the patented process; or

(C) had knowledge before the infringement that a
patented process was used to make the product the importa-
tion, use, or sale of which constitutes the infringement.

(2) No remedies for infringement under section 271(g) of
this title shalil be available with respect to any product in the
possession of, or in transit to, the person subject to liability
under such section before that person had notice of infringement
with respect to that product. The person subject to liability shall
bear the burden of proving any such possession or transit.

(3)(A) Inmaking adetermination with respect to the remedy
in an action brought for infringement under section 271(g), the
court shall consider --

(i) the good faith demonstrated by the defendant with
respect to a request for disclosure;

(1) the good faith demonstrated by the plaintiff with
respect to a request for disclosure, and

(iii) the need torestore the exclusive rights secured by
the patent.

(B) For purposes of subparagraph (A), the following are
evidence of good faith:

(i) arequest for disclosure made by the defendant;
(ii) aresponse within a reasonable time by the person
receiving the request for disclosure; and
(iii) the submission of the response by the defendant to
the manufacturer, or if the manufacturer is not known, to the
supplier, of the product to be purchased by the defendant,
together with a request for a writien statement that the
processclaimed inany patent disclosed in the response isnot
used to produce such product.
The failure to perform any acts described in the preceding
sentence is evidence of absence of good faith unless there are
mitigating circumstances. Mitigating circomstances include the
case in which, due to the naware of the product, the number of
sources for the product, or like commercial circumstances, a
request for disclosure is not necessary or practicable to avoid
infringement.

(4)(A) For purposes of this subsection, a "request for
disclosure” means a written request made to a person then
engaged in the manufacture of a product to identify all process
patents owned by or licensed to that person, as of the time of the
request, that the person then reasonably believes could be
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asserted to be infringed under section 271(g) if that product were
imported into, or sold or used in, the United States by an
unauthorized person. A request for disclosure is further limited
to a request --

(i) which is made by a person regularly engaged in the
United States in the sale of the type of products as those
manufactured by the person to whom the request is directed,
or which includes facts showing that the person making the
request plans to engage in the sale of such products in the
United States;

(ii) which is made by such person before the person's
first importation, use, or sale of units of the product pro-
duced by an infringing process and before the person had
notice of infringement with respect to the product; and

@iii) which includes a representation by the person
making the request that such person will promptly submit
the patents identified pursuant to the request to the manufac-
turer, or if the manufacturer is not known, to the supplier, of
the product to be purchased by the person making the
request, and will request from that manufacturer or supplier
a written statement that none of the processes claimed in
those patents is used in the manufacture of the product.
(B) In the case of a request for disclosure received by a

person to whom a patent is licensed, that person shall either
-identify the patent or promptly notify the licensor of the request
for disclosure.
(C) A person who has marked, in the manner prescribed by
subsection (a), the number of the process patent on all products

. made by the patented process which have been sold by that

“person in the United States before a request for disclosure is
received is not required to respond to the request for disclosure.
For purposes of the preceding sentence, the term "all products”
does not include products made before the effective date of the
Process Patent Amendments Act of 1988.

(5)(A) For purposes of this subsection, notice of infringe-
ment means actual knowledge, orreceipt by apersonof a written
notification, or a combination thereof, of information sufficient
to persuade a reasonable person that it is likely that a product
was made by a process patented in the United States.

(B) A written notification from the patent holder charging
a person with infringement shall specify the patented process
alleged to have been used and the reasons for a good faith belief
that such process was used. The patent holder shall include in the
notification such information as is reasonably necessary to
explain fairly the patent holder's belief, except that the patent
holder is not required to disclose any trade secret information.

(C) A person who receives a written notification described
in subparagraph (B) or a written response to a request for
disclosure described in paragraph (4) shall be deemed to have
notice of infringement with respect to any patent referred to in
such written notification or response unless that person, absent
mitigating circumstances--

(i) promptly transmits the written notification or re-
sponse to the manufacturer or, if the manufacturer is not
known, to the supplier, of the product purchased or to be

. purchased by that person; and
' (ii) receives a written statement from the manufacturer
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or supplier which on its face sets forth a well grounded

factual basis for a belief that the identified patents are not

infringed.

(D) For purposes of this subsection, a person who obtains a
product made by a process patented in the United States ina
quantity which is abnormally large in relation to the volume of
business of such person or an efficient inventory level shall be
rebuttably presumed to have actual knowledge that the product
was made by such patented process.

(6) A person who receives a response © a request for
disclosure under this subsection shall pay to the person to whom
the request was made a reasonable fee to cover actual costs
incurred in complying with the request, which may not exceed
the cost of a commercially available automated patent search of
the matter involved, but in no case more than $500.

(Amended August 23, 1988, Public Law 100-418, effective date
Feb. 23, 1989)

35U.8.C. 288 Action for infringement of a patent
containing an invalid claim.

Whenever, without deceptive intention, a claim of a patent
is invalid, an action may be maintained for the infringement of
a claim of the patent which may be valid. The patentee shall
recover no costs unless a disclaimer of the invalid claim has
been entered at the Patent and Trademark Office before the
commencement of the suit.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.

35U.8.C. 289 Additional remedy for infringement of
design patent.

Whoever during the term of a patent for a design, without
license of the owner, (1) applies the patented design, or any
colorable imitation thereof, to any article of manufacture for the
purpose of sale, or (2) selis or exposes for sale any article of
manufacture to which such design or colorable imitation has
been applied shall be liable to the owner to the extent of his total
profit, but not less than $250, recoverable in any United States
district court having jurisdiction of the parties.

Nothing in this section shall prevent, lessen, or impeach any
other remedy which an owner of an infringed patent has under
the provisions of this title, but he shall not twice recover the
profit made from the infringement.

35 US.C. 290 Notice of patent suits.

The clerks of the courts of the United States, within one
month after the filing of an action under this title shall give
notice thereof in writing to the Commissioner, setting forth so
far as known the names and addresses of the parties, name of the
inventor, and the designating number of the patent upon which
the action has been brought. If any other patent is subsequently
included in the action he shall give like notice thereof. Within
one month after the decision is rendered or a judgment issued the
clerk of the court shall give notice thereof to the Commissioner.
The Commissioner shall, on receipt of such notices, enter the
same in the file of such patent.
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35 U.S.C. 291 Interfering patents.

The owner of an interfering patent may have relief against
the owner of another by civil action, and the court may adjudge
the question of validity of any of the interfering patents, in whole
orin part. The provisions of the second paragraph of section 146
of this titie shall apply to actions brought under this section.

35 U.5.C. 292 False marking.

(a) Whoever, without the consent of the patentee, marks
upon, or affixes to, or uses in advertising in connection with
anything made, used, or sold by him, the name or any imitation
of the name of the patentee, the patent number, or the words
“patent,” “patentee,” orthe like, with the intent of counterfeiting
or imitating the mark of the patentee, or of deceiving the public
and inducing them to believe that the thing was made or sold by
or with the consent of the patentee; or

‘Whoever marks upon, or affixes to, or uses in advertising in
connection with any unpatented article, the word “patent” or any
word or number importing the same is patented, for the purpose
of deceiving the public; or

Whoever marks upon, or affixes to, or uses in advertising in
connection with any article, the words “patent applied for,”
“patent pending,” or any word importing that an application for
patent has been made, when no application for patent has been
made, ¢ if made, isnotpending, for the purpose of deceiving the
public --

Shall be fined not more than $500 for every such offense.

(b) Any person may sue for the penalty, in which event one-
half shall go the person suing and the other to the use of the
United States.

35U.8.C. 293 Nonresident patentee; service and
notice.

Every patentee not residing in the United States may file in
the Patent and Trademark Office a written designation stating
the name and address of a person residing within the United
States on whom may be served process or notice of proceedings
affecting the patent or rights thereunder. If the person desig-
nated cannot be found at the address given in the last designa-
tion, or if no person has been designated, the United States
District Court for the District of Columbia shall have jurisdic-
tion and summons shall be served by publication or otherwise as
the court directs. The court shall have the same jurisdiction to
take any action respecting the patent or rights thereunder that it
would have if the patentee were personally within the jurisdic-
tion of the court.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.).

35U.8.C. 294 Voluntary arbitration.

(a) A contract involving a patent or any right under a patent
may contain a provision requiring arbitration of any dispute
relating to patent validity or infringement arising under the
contract. In the absence of such a provision, the parties to an
existing patent validity or infringement dispute may agree in
writing to settle such dispute by arbitration. Any such provision
or agreement shall be valid, irrevocable, and enforceable, ex-
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cept for any grounds that exist at law or in equity for revocation
of a contract.

(b) Arhitration of such disputes, awards by arbitrators and
confirmation of awards shall be governed by title 9, United
States Code, to the extent such title is not inconsistent with this
section. In any such arbitration proceeding, the defenses pro-
vided forunder section 282 of this title shall be considered by the
arbitrator if raised by any party to the proceeding.

(c) An award by an arbitrator shall be final and binding
between the parties to the arbitration but shail have no force or
effect on any other person. The parties to an arbitration may
agree that in the event a patent which is the subject matter of an
award is subsequently determined to be invalid or unenforce-
able in a judgment rendered by a court to competent jurisdiction
from which no appeal can or has been taken, such award may be
modified by any court of competent jurisdiction upon applica-
tion by any party to the arbitration. Any such modification shall
govern the rights and obligations between such parties from the
date of such modification.

(d) When an award is made by an arbitrator, the patentee, his
assignee or licensee shall give notice thereof in writing to the
Commissioner. There shall be a separate notice prepared for
each patent involved in such proceeding. Such notice shall set
forth the names and addresses of the parties, the name of the
inventor, and the name of the patent owner, shall designate the
number of the patent, and shall contain a copy of the award. If
an award is modified by a court, the party requesting such
modification shall give notice of such modification to the
Commissioner. The Commissioner shall, upon receipt of either
notice, enter the same in the record of the prosecution of such
patent. If the required notice is not filed with the Commissioner,
any party to the proceeding may provide such notice to the
Commissioner.

(e) The award shall be unenforceable until the notice re-
quired by subsection (d) is received by the Commissioner.

Added Aug. 27, 1982, Public Law 97-247, sec. 17(b)(1), 96 Stat.
322)

35 U.S.C. 295 Presumption: Product made by patented
process
Inactions alieging infringement of a process patent based on
the importation, sale or use of a product which is made from a
process patented in the United States, if the court finds--
(1) that a substantial likelihood exists that the product
was made by the patented process, and
(2) that the plaintiff has made a reasonable effort to de-
termine the process actually used in the production of the
product and was unable so 0 determine,
the product shall be presumed to have been so made, and the
burden of establishing that the product was not made by the
process shall be on the party asserting that it was not so made.
(Added August 23, 1988, Public Law 100-418, sec.9005, effective
Feb. 23, 1989)
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CHAPTER 30 - PRIOR ART CITATIONS TO OFFICE
AND REEXAMINATION OF PATENTS
Sec.
301 Citation of prior art.
302 Request for reexamination.
303 Determination of issue by Commissioner.
304 Reexamination order by Commissioner.
305 Conduct of reexamination proceedings.
306 Appeal.
307 Certificate of patentability, unpatentability, and claim
cancellation.

35 U.S.C. 301 Citation of prior art.

Any person atany time may cite to the Office in writing prior
art consisting of patents or printed publications which that
person believes to have a bearing on the patentability of any
claim of a particular patent. If the person explains in writing the
pertinency and manner of applying such prior art to at least one
claim of the patent, the citation of such prior art and the
explanation thereof will become a part of the official file of the
patent. At the written request of the person citing the prior art,
his or her identity will be excluded from the patent file and kept

“confidential.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3015.)
35 U.S.C. 302 Request for reexamination.

Any person at any time may file a requestfor reexamination
by the Office of any claim of a patent on the basis of any prior
art cited under the provisions of section 301 of this title. The

~request mustbe in writing and must be accompanied by payment

of a reexamination fee established by the Commissioner of
Patents pursuant to the provisions of section 41 of this title. The
request must set forth the pertinency and manner of applying
cited prior art to every claim for which reexamination is re-
quested. Unless the requesting person is the owner of the patent,
the Commissioner promptly will send a copy of the request to
the owner of record of the patent.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3015.)

35 U.S.C. 303 Determination of issue by
Commissioner.

(a) Within three months following the filing of arequest for
reexamination under the provisions of section 302 of this title,
the Commissioner will determine whether a substantial new
question of patentability affecting any claim of the patent
concerned is raised by the request, with or without consideration
of other patents or printed publications. On his own initiative,
and any time, the Commissioner may determine whether a
substantial new question of patentability is raised by patents and
publications discovered by him or cited under the provisions of
section 301 of this title.

(b) A record of the Commissioner’s determination under
subsection (a) of this section will be placed in the official file of
the patent, and a copy promptly will be given or mailed to the

| owner of record of the patent and to the person requesting

feexamination, if any.
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(c) A determination by the Commissioner pursuant to sub-
section (2) of this section that no substantial new question of
patentability has been raised will be final and nonappealable.
Upon such a determination, the Commissioner may refund a
portion of the reexamination fee required under section 302 of
this title.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3015.)

350U.8.C. 304 Reexamination order by
Commissioner. »

If, in a determination made under the provisions of subsec-
tion 303(a) of this title, the Commissioner finds that a substan-
tial new question of patentability affecting any claim of a patent
israised, the determination will include an order for reexamina-
tion of the patent for resolution of the question. The patent
owner will be given a reasonable period, not less than two
months from the date a copy of the determination is given or
mailed to him, within which he may file a statement on such
question, including any amendment to his patent and new claim
or claims he may wish to propose, for consideration in the
reexamination. If the patent owner files such a statement, he
promptly will serve a copy of it on the persor who hasrequested
reexamination under the provisions of section 302 of this title.
Within a period of two months from the date of service, that
person may file and have considered in the reexamination a
reply to any statement filed by the patent owner. That person
promptly will serve on the patent owner a copy of any reply
filed.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3016.)

35U.8.C. 305 Conduct of reexamination
proceedings.

After the times for filing the statement and reply provided
for by section 304 of this title have expired, reexamination will
be conducted according to the procedures established for initial
examination under the provisions of sections 132 and 133 of this
title. In any reexamination proceeding under this chapter, the
patent owner will be permitted to propose any amendment to his
patent and a new claim or claims thereto, in order to distinguish
the invention as claimed from the prior art cited under the
provisions of section 301 of this title, or inresponse toa decision
adverse to the patentability of a claim of a patent. No proposed
amended or new claim enlarging the scope of a claim of the
patent will be permitted in a reexamination proceeding under
this chapter. All reexamination proceedings under this section,
including any appeal to the Board of Patent Appeals and
Interferences, will be conducted with special dispatch within the
Office.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3016;
amended Nov. 8, 1984, Public Law 98-622, sec. 204(c), 98 Stat. 3388.)

- 35U.8.C. 306 Appeal.

The patent owner involved in a reexamination proceeding
under this chapter may appeal under the provisions of section
134 of this title, and may seck courtreview under the provisions
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of sections 141 o 145 of this title, with respect to any decision
adverse to the patentability of any original or proposed amended
or new claim of the patent.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3016.)

35U.S.C. 307 Certificate of patentability,
unpatentability, and claim cancellation.

(a) In areexamination proceeding under this chapter, when
the time for appeal has expired or any appeal proceeding has
terminated, the Commissioner will issue and publish a certifi-
cate canceling any claim of the patent finally determined to be
unpatentable, confirming any claim of the patent determined to
be patentable, and incorporating in the patent any proposed
amended or new claim determined to be patentable.

(b) Any proposed amended or new claim determined to be
patentable and incorporated into a patent following a reexami-
nation proceeding will have the same effect as that specified in
section 252 of this title for reissued patents on the right of any
person whomade, purchased, or used anything patented by such
proposed amended or new claim, or who made substantial
preparation for the same, prior to issuance of a certificate under
the provisions of subsection (a) of this section.

(Addad Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3016.)

PART IV - PATENT COOPERATION TREATY

. CHAPTER 35 - DEFINITIONS
Sec.

351 Definitions.

35 U.8.C. 351 Definitions.

When used in this part unless the context otherwise indi-
cates—

(a) The term “treaty” means the Patent Cooperation Treaty
done at Washington, on June 19, 1970,

(b) The term “Regulations”, when capitalized, means the
Regulations under the treaty, done at Washington on the same
date as the treaty. The term “regulations”, when not capiialized,
means the regulations established by the Commissioner under
this title. :

(c) The term “international application” means an applica-
tion filed under the treaty.

(d) The term “international application originating in the
United States” means an international application filed in the
Patent and Trademark Office when it is acting as a Receiving
Office under the treaty, irrespective of whether or not the United
States has been designated in that international application.

(¢) The term “international application designating the
United States™ means an international application specifying
the United States as a country in which a patent is sought,
regardless where such international application is filed.

(f) The term “Receiving Office” means a national patent
office or intergovernmental organization which receives and
processes international applications as prescribed by the treaty
and the Regulations. ‘
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(g) The terms “International Searching Authority” and
“International Preliminary Examining Authority” mean 2 na-
tional patent office or intergovernmental organization as ap-
pointed under the treaty which processes international applica-
tions as prescribed by the treaty and the Regulations.

(h) The term “International Bureau™ means the international
iniergovernmental organization which is recognized as the
coordinating body under the treaty and the Regulations.

(i) Terms and expressions not defined in this part are to be
taken in the sense indicated by the treaty and the Regulations.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 685;
amended Nov. 6, 1986, Public Law 99-616, sec. 2 (a}(b)}(c)(1X2)(3),
effective July 1, 1987.)

CHAPTER 36 - INTERNATIONAL STAGE
Sec.
361 Receiving Office.
362 International Searching Authority and International Preliminary
Examining Authority.
363 International application designating the United States: Effect.
364 International stage: Procedure.
365 Right of priority; benefit of the filing date of a prior application.
366 Withdrawn international application.
367 Actions of other authorities: Review.
368 Secrecy of certain inventions; filing international applications in
foreign countries. \

35U.8.C. 361 Receiving Office.

{a) The Patent and Trademark Office shall act as a Receiv-
ing Office for international applications filed by nationals or
residents of the United States. In accordance with any agree-
ment made between the United States and another country, the
Patent and Trademark Office may also act as aReceiving Office
for international applications filed by residents or nationals of
such country who are entitied to file international applications.

(b) The Patent and Trademark Office shall perform all acts
connected with the discharge of duties required of a Receiving
Office, including the collection of international fees and their
transmittal to the International Bureau.

(c) International applications filed in the Patent and Trade-
mark Office shall be in the English language.

(d) The international fee, and the transmittal and search fees
prescribed under section 376(a) of this part, shall either be paid
on filing of an international application or within such later time
as may be fixed by the Commissioner.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 686;
amended Nov. 8, 1984, Public Law 98-622, sec. 401(a), 98 Stat. 3391;
Nov. 6, 1986, Public Law 99-616, sec. 2 (d), effective July 1, 1987.)

35 U.S8.C. 362 International Searching Authority and
International Preliminary Examining Authority.
(a) The Patent and Trademark Office may act as an Interna-
tional Searching Authority and International Preliminary Ex-
amining Authority with respect to international applications in
accordance with the terms and conditions of an agreement
which may be concluded with the International Bureau, and
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may discharge all duties required of such Authorities, including
the collection of handling fees and their transmittal to the
International Bureau.

(b) The handling fee, preliminary examination fee, and any
additional fees due for international preliminary examination
shall be paid within such time as may be fixed by the Commis-
sioner,

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 686;
amended Nov. 6, 1986, Public Law 99-616, sec. 4, effective July 1,
1987.)

35 U.S.C. 363 International application designating
the United States: Effect.

An international application designating the United States
shall have the effect, from its international filing date under
article 11 of the treaty, of a mational application for patent
regularly filed in the Patent and Trademark Office except as
otherwise provided in section 102(e) of this title.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 686.)

35 U.S.C. 364 International stage: Procedure.

(2) International applications shall be processed by the
_Patentand Trademark Office when acting asaReceiving Office,
“International Searching Authority, or International Preliminary

Examining Authority in accordance with the applicable provi-
sions of the treaty, the Regulations, and this title.

(b) Anapplicant’s failure to act within prescribed time limits
--_in connection with requirements pertaining to a pending inter-
-national application may be excused upon a showing satisfac-

tory to the Commissioner of unavoidable delay, to the extent not
precluded by the treaty and the Regulations, and provided the
conditions imposed by the treaty and the Regulations regarding
the excuse of such failure to act are complied with.

(Subsection (a) amended Nov. 6, 1986, Public Law 99-616, sec. 5,
effective July 1, 1987.)

(Subsection (b) added Nov. 14, 1975, Public Law 94-131, sec. 1,
89 Star. 686.)

35 US.C. 365 Right of priority; benefit of the filing
date of a prior application.

(a) In accordance with the conditions and requirements of
section 119 of this title, a national application shall be entitled
to the right of priority based on a prior filed intermational
application which designated at least one country other than the
United States.

(b) In accordance with the conditions and requirement of the
first paragraph of section 119 of this title and the treaty and the
Regulations, an international application designating the
United States shall be entitled to the right of priority based ona
prior foreign application, or a prior international application
designating at least one country other than the United States.

(c) In accordance with the conditions and requirements of

_section 120 of this title, an international application designating
the United States shall be entitled to the benefit of the filing date
ef aprior national application ora prior international application
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designating the United States, anda national application shall be
entitled to the benefit of the filing date of a prior international
application designating the United States. If any claim for the
benefit of an earlier filing date is based on a prior intemational
application which designated but did not originate in the United
States, the Commissioner may require the filing in the Patent
and Trademark Office of a certified copy of such application
together with a translation thereof into the English language, if
it was filed in another language.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 686.)

35 U.S.C. 366 Withdrawn international application.

Subject to section 367 of this part, if an international appli-
cation designating the United States is withdrawn or considered
withdrawn, either generally or as to the United States, under the
conditions of the treaty and the Regulations, before the appli-
cant has complied with the applicable requirements prescribed
by section 371(c) of this part, the designation of the United
States shall have no effect after the date of withdrawal and shall
be considered as not having been made, unless a claim for
benefit of a prior filing date under section 365(c) of this section
was made in a national application, or an international applica-
tion designating the United States, filed before the date of such
withdrawal. However, such withdrawn international applica-
tion may serve as the basis for a claim of priority under section
365 (a) and (b) of this part, if it designated a country other than
the United States.

(Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 687; Amended
Nov. 8, 1984, Public Law 98-622, sec. 401(b), 98 Stat. 3391.)

35 U.S.C. 367 Actions of other authorities: Review,

(a) Where a Receiving Office other than the Patent and
Trademark Office has refused to accord an international filing
date to an international application designating the United
States or where it has held such application to be withdrawn
either generally or as to the United States, the applicant may
request review of the matter by the Commissioner, on compli-
ance with the requirements of and within the time limits speci-
fied by the treaty and the Regulations. Such review may result
in a determination that such application be considered as pend-
ing in the national stage.

(b) The review under subsection (a) of this section, subject
to the same requirements and conditions, may also be requested
in those instances where an international application designat-
ing the United States is considered withdrawn due to a finding
by the International Bureau under article 12(3) of the treaty.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 687.)

35U.8.C. 368 Secrecy of certain inventions; filing interna-
tional applications in foreign countries.

(a) International applications filed in the Patent and Trade-
mark Office shall be subject to the provisions of chapter 17 of
this title.

(b) In accordance with article 27(8) of the treaty, the filing
of an international application in a country other than the United
Rev. 12, July 1989
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States on the invention made in this country shall be considered
to constitute the filing of an application in a foreign country
within the meaning of chapter 17 of this title, whether oz not the
United States is designated in that international application.
(c) If alicense to file in a foreign country is refused or if an
international application is ordered to be kept secretand a permit
refused, the Patent and Trademark Office when acting as a
Receiving Office, International Searching Authority, or Inter-
national Preliminary Examining Authority, may not disclose

the contents of such application to anyone not authorized to

receive such disclosure.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 687,
amended Nov. 6, 1986, Public Law 99-616, sec. 6, effective July 1,
1987.)

CHAPTER 37 - NATIONAL STAGE
Sec.
371 National stage: Commencement.
372 National stage: Requirements and procedure.
373 Improper Applicant.
374 Publication of international application; Effect.
375 Patent issued on international application: Effect.
376 Fees.

35 U.S.€. 371 National stage: Commencement.

(a) Receipt from the International Bureau of copies of inter-
national applications with any amendments to the claims, inter-
national search reports , and international preliminary examina-
tion reports including any annexes thereto may be required in
the case.of international applications designating or electing the
United States.

(b) Subject tosubsection (f) of this section, the national stage
shall commence with the expiration of the applicable time limit
under article 22 (1) or (2), or under article 39(1)(a) of the treaty.

(c) The applicant shall file in the Patent and Trademark
Office —

(1) the national fee prescribed under section 376(a }(4) of
this part;

(2) a copy of the international application, unless not
required under subsection (a) of this section or already commu-
nicated by the International Bureau, and a translation into the
English language of the international application, if it was filed
in another language;

(3) amendments, if any, to the claims in the international
application, made under article 19 of the treaty, unless such
amendments have been communicated to the Patent and Trade-
mark Office by the Iniernational Bureau, and a translation into
the English language if such amendments were made in another
language;

(4) an oath or declaration of the inventor (or other person
authorized under chapter 11 of this title) complying with the
requirements of section 115 of this title and with regulations
prescribed for oaths or declarations of applicants;

(5) atranslation into the English language of any annexes to
the international preliminary examination report, if such an-
nexes were made in another language.

]
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(d) The requirement with respect to the national fee referred
to in subsection (c)(1), the translation referred to in subsection
(c)X(2), and the oath or declaration refesred to in subsection (c}4)
of this section shall be complied with by the date of the
commencement of the national stage or by such later time as
may be fixed by the Commissioner. The copy of the interna-
tional application referred to in subsection (c)(2) shall be
submitted by the date of the commencement of the national
stage. Failure to comply with these requirements shall be
regarded as abandonment of the application by the parties
thereof, unless it be shown to the satisfaction of the Commis-
sioner that such failure to comply was unavoidable. The pay-
ment of a surcharge may be required as a condition of accepting
the national fee referred to in subsection (c)(1) or the oath or
declarationreferred to in subsection (c)(4) of this section if these
requirements are not met by the date of the commencement of
the national stage. The requirements of subsection (c)(3) of this
section shall be complied with by the date of the commencement
of the national stage, and failure to do so shall be regarded as a
cancellation of the amendmentsto the claims in the international
application made under article 19 of the treaty. The requirement
of subsection (c)(5) shall be complied with at such time as may
be fixed by the Commissioner and failure to do so shall be
regarded as cancellation of the amendments made under article
34(2)(b) of the treaty.

(e) After an international application has entered the na-
tional stage, no patent may be granted or refused thereon before
the expiration of the applicable time limit under article 28 or
article 41 of the treaty, except with the express consent of the
applicant. The applicant may present amendments to the speci-
fication, claims, and drawings of the application after the
national stage has commenced.

(f) At the express request of the applicant, the national stage
of processing may be commenced at any time at which the
application is in order for such purpose and the applicable
requirements of subsection (c) of this section have been com-
plied with.

(Subsection (a) amended Nov. 6, 1986, Public Law99-6186, sec.
7(a).)

(Subsection (b) amended Nov. 6, 1986, Public Law 99-6186, sec.
(b))

(Subsection (c) amended Nov. 6, 1986, Public Law 99-616, sec.
7(d).)

(Subsection (d) amended Nov. 6, 1986, Public Law 99-616, sec.
7(e).)

(Subsection (e) amended Nov. 6, 1986, Public Law 99-616, sec.
7().)

(Subsection (f) added Nov. 14, 1975, Public Law94-131, sec. 1,89
Stat. 688; amended Nov. 8, 1984, Public Law 98-622, sec. 402(b), 98
Stat. 3391.)

35 U.S.C. 372 National stage: Requirements and
precedure.

(a )All questions of substance and, within the scope of the
requirements of the treaty and Regulations, procedure in an
international application designating the United States shall be
determined asin the case of national applications regularly filed
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in the Patent and Trademark Office.
(b) In case of international applications designating but not
originating in, the United States - -

(1) the Commissioner may cause o be reexamined ques-
tions relating to form and contents of the application in accor-
dance with the requirements of the treaty and the Regulations;

(2) the Commissioner may cause the question of unity of
invention to be reexamined under section 121 of this title, within
the scope of the requirements of the treaty and the Regulations;
and

(3) the Commissioner may require a verification of the
translation of the international application or any other docu-
ment pertaining to the application if the application or other
document was filed in a language other than English.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689;
amended Nov. 8, 1984, Public Law 98-622, sec. 402(e), 98 Stat. 3392.)

35 US.C. 373 Improper Applicant.
An international application designating the United States,
shall not be accepted by the Patent and Trademark Office for the
-national stage if it was filed by anyone not qualified under
chapter 11 of this title to be an applicant for the purpose of filing
a national application in the United States. Such international
_applications shall not serve as the basis for the benefit of an
“earlier filing date under section 120 of this title in a subsequently
filed application, but may serve as the basis for a claim of the
right of priority under section 119 of this title, if the United
States was not the sole country designated in such international

"~ -application.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689.)

35 U.S.C. 374 Publication of international
application; Effect.
The publication under the treaty of an international applica-
tion shall confer no rights and shall have no effect under this title
other than that of a printed publication.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689.)

35 U.S.C. 375 Patent issued on international
application: Effect

(a) A patent may be issued by the Commissioner based on an
international application designating the United States, in ac-
cordance with the provisions of this title. Subject to section
102(e) of this title, such patent shall have the force and effect of
a patent issued on a national application filed under the provi-
sions of chapter 11 of this title.

(b) Where due to an incorrect translation the scope of a
patent granted on an international application designating the
United States, which was not originally filed in the English
language, exceeds the scope of the international application in
its original language, a court of competent jurisdiction may
retroactively limit the scope of the patent, by declaring it

- unenforceable to the extent that it exceeds the scope of the

international application in its original language.
1]
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(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689.)

35US.C. 376 Fees.

(a) The required payment of the intermational fee and the
handling fee, which amounts are specified in the Regulations,
shall be paid in United States currency. The Patent and Trade-
mark Office may also charge the following fees:

(1) A ransmitial fee (see section 361(d));

(2) A search fee (see section 361(d));

(3) A supplemental search fee (to be paid when required);

(4) A national fee (see section 371(c));

(5) A preliminary examination fee and any additional fees
(see section 362(h)).

(6) Such other fees as established by the Commissioner.

(b) The amounts of fees specified in subsection (a) of this
section, except the international fee and the handling fee, shall
be prescribed by the Commissioner. He may refund any sum
paid by mistake or in excess of the fees so specified, or if
required under the treaty and the Regulations. The Commis-
sioner may also refund any part of the search fee, the preliminary
examination fee and any additional fees, where he determines
such refund to be warranted.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 690,
amended Nov. 8, 1984, Public Law 98-622, sec. 402(g), 98 Stat. 3392;
Nov. 6, 1986, Public Law 99-616, sec. 8(a) & (b).)
©C00C0EOCOCOVBECEOCOLEOOOOEROOROEOD

LAWS NOT IN TITLE 35, UNITED STATES CODE

18 U.S.C. 1001 Statements or entries generaily.

Whoever, in any matter within the jurisdiction of any depari-
ment or agency of the United States knowingly and willfully
falsifies, conceals, or covers up by any trick, scheme, or device
a material fact, or makes any false, fictitious or fraudulent
statements or representations, or makes or uses any false writing
or document knowing the same to contain any false, fictitious or
fraudulent statement or entry, shall be fined not more than
$10,000 or imprisoned not more than five years, or both.

18 US.C. 2071 Concealment, removal, or mutilation
generaily.

(a) Whoever willfully and unlawfully conceals, removes,
mutilates, obliterates, or destroys, or attempts to do so, or, with
intent to do so takes and carries away any record, proceeding,
map, book, paper, document, or other thing, filed or deposited
with any clerk or officer of any court of the United States, or in
any public office, or with any judicial or public officer of the
United States, shall be fined not more than $2,000 or imprisoned
not more than three years, or both.

(b) Whoever, having the custody of any such record, pro-
ceeding, map, book, document, paper, or other thing, willfully
and unlawfully conceals, removes, mutilates, obliterates, fal-
sifies, or destroys the same, shall be fined not more than $2,000
or imprisoned not more than three years, or both; and shail
forfeit his office and be disqualified from holding any office
under the United States.
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Sec. No.
A
Abandoned applications, fee on petition (0 1evive ,....ccuvenen 41(a)7
Abandonment of application by failure to prosecute .......... 133,371
Abandonment of invention
Bar to patent ..., 102
By violation of secrecy order 182
Administrator, executor, or guardian 117
Affidavits and depositions in contested cases, rules for
taking : 23
Agreement (o terminate interference .....ocvuneeemressasernssenenessomnonsons 135
Agriculture, Secretary of, to furnish information, end
detail employees to Commissioner of Patents and
Trademarks for plant patent cases 164
Allowance and issue of patents ..... 153
Allowance, notice of ....... ...151
Amendment:
Copying claim of issued patent 135
Time for 133,135
Annual indexes of patents ..... 11
Annual report of the Commissioner 14
Apostillé on assignment 261
Appeals to Board of Patent Appeals and Interferences.........cous-s 134
Fee 41(a)6, 134
_Hearing of 7
Reexamination proceedings 306
Appeals to Court of Appeals for the Federal Circuit ........ccoecnee 141
Certificate of decision of Court recorded in the Patent
and Trademark Office 144
.. Determination of Appeal; revision of decision ........ees.. 144
“From Board of Patent Appeals and Interferences ......... 141
Grounds of decision to be furnished court ......c..coceeverses 143
Notice of appeal ...ceeeermmcnusssnsisinsnsons 142
Proceedings on appeal 143
Applicant for international application 373
Applicant, notified of interference 135
Applicant for foreign patent, license required ....cccesserueerecsereseenes 184
Application for patent;
Abandonment of, by failure to prosecute ..........ovserersese 133
Assignment of 261
Confidential while pending 122
Continuing 120
Description; specification and claim .....c..coeeeceenececsenes 112
Divisional 121
Drawings «...eeeeorcsnsnsenssnsenns 113
Effect of defective execution 26
Effective as of date of earliest foreign application in
certain cases ..... 119
Examination of invention...... 131
Fee on filing .....cceeseenene 41(a)1, 111
For deceased or insane iNVENtors w...uweasmesmessmssssnns 117
May be made by legal representative of deceased or
incapacitated INVENIOT .....cvcrerencsnensnssnssesasasnsasensons 117
Must be made within specified time after
foreign application for right of priority ........cccueeenene. 119
Qath of applicant, see Oath in patent application
Owned by Government ..... 267
. ReiSSUe wuvcmniensisiesenn 251
Secrecy order 181
, What to contain m
When filed by other than inventor .........coeevennenens 118,121
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Appointments, how made 3
Arbitration of Interferences 135
Arbitration, Voluntary 294

Article patented marked with number of Paient..uuwimcsonsnnn 287
Assignee:

May file application in certain Cases ... sersesanne 118
May file divisional application 121
May file reissue application 251
Patent may be issued to 152
Assignments, patent 261
Establishing prima facie execution of .......cievesesseians 261
Fees for recording 41(2)10
Moust be recorded in Patent and Trademark Office to
issue patent to assignee 152
Patent may issue to assignee 152
Recording in Patent and Trademark Office ...cooceervens 261
Assistant Commissioners
How appointed and duties 3
Member of Board 7
Assistant Secretary of Commerce 3
Attorney fees in infringement suit 285
Attorneys and agents:
May be refused recognition for misconduct .....e.ecueeree 32
Petition o District Court, D.C. 32
Rules for recognition made by Commissioner ...........u.... 31
Suspension or exclusion from practice ........ccveesseeenns 31,32
Unauthorized practitioners .. 33
B

Bars to grant of a patent
Benefit of earlier filing date in foreign country
Benefit of earlier filing date in United States
Best mode required ...
Bill in equity (See Civil Action)

Board of Patent Appeals and Interferences, how constituted ......... 7
C
Certificate of correction:
Applicant’s miStake .....ovieiennsnsasssnsineesienines 255
Fee for applicant’s mistake ..uuiescnosenssennan 41(=2)8
Office mistake ........... 254
Certified copies:
Fee for certification 41(a)11
Of drawings and specifications of patents issued ........... 10
Of records, furnished to Court of Appeals for the
Federal Circuit in appeals 143
Citation of prior art in patent 30
Citizenship required in oath 115
Civil action: :
Election of in case of interference 141
Infringement e amssesssaasReRes AR sreaaee 291
In case of interference 146
Jurisdiction, plurality of parties, foreign party ........ce.. 146
To obtain patent 145
Claim of patent:
Independent or dependent 41,112
Independent or dependent, validity 282
Invalid, effect of 253
Invalid, suits on patent with 288
Notice of rejection..... 132
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(Claim of patent:) Description of invention 112

Too extensive or narrow, remedy 251 Design patents:

What to cover 112 Double recovery, not allowed 289
Classification of patents 9 Fees 41(a)3
Clerk of United States Court may summon witness in For what granted 1N

Interference cases 24 Liability for infringement of 289

Must notify Commissioner of patent Suits ......cceeerssenns 290 Penalty for unauthorized use of patented design ......... 289
Cormmerce, Department of, Patent and Trademark Office in ......... 1 Prior foreign applications 172
Commerce, Secretary of: Right of priority 172

Appointments by 3 ‘Subject to same provisions as other Patents ....wremmews 17

Commissioner under direction of 6 Term of 173

May vest functions 3 Unsuthorized use of 289

To approve rules 6,31 Designated office 363, 366, 367, 371, 372
Commissioner: Disbarment of attomeys and agents 32

Annual report to Congress 14 Disclaimer:

Duties of 6 Fee 41(2)5

How appointed 3 How filed and by whom 253

May disbar attorneys 32 Must be filed before commencement of suit to recover

May establish charges 41 costs 288

May make rules for taking affidavits and depositions ... 23 Nature of 253

Member of Board 7 District Court for District of Columbia:

Reexamination order 304 Jurisdiction 146

Shall cause examination to be made .......c.c.eenerseererensees 131 Review of disbarment of attorneys and agents .......cueeeen. 32

To establish regulations 6 Division of application 121

To furnish court with grounds of decision, on appeal... 143 Division of patent on reissue 251

To have charge of property 6 Drawing:

To prescribe rules and regulations governing recognition Attached to patent 154

of attorneys and agents.... 31 Keeping of 1

To sign patents or have name printed thereon and Part of patent 154

attested 153 Printing of 11

To superintend grant of patents 6 When necessary 113

Vacancy in office 3 Duties of Commissioner 6
Commonly owned invention and reference subject matter ......... 103
Compensation, Right to because of secrecy order .........cececvereses 183 E
Composition of matter:

Patentable 101 Elected Office 37,372
Specimens of ingredients may be required .........ccctenene 114 Employees of Patent and Trademark Office 3
Concealment of records 18 U.S.C. 2071 How appointed 3
Confidential status of application 122, 205 Restrictions on as to interest in Patents ........ocveesserseeerscenens 4
Continuing application 120 English language . 361
Contributory infringement 2N Entry into national phase in United States .. 3N
Copies of records, fees 41 Error in naming inventors 116

Correction of inventors in patent 256 Establishment of date of invention by reference to
Correction of letters patent 254,255 knowledge or use in fOreign COUNITY .uiuwemmsecsssssserans 104
Establishment, Patent and Trademark Office 1

D Examination:
Applicants shall be notified of rejection on .......ceeseeseen. 132
Damages for infringement 284 To be made of application and alleged invention ......... 131
Day of taking any action or paying any fee falling on Examiner-in-Chief: ’

Saturday, Sunday, or holiday 21 Duties of 7
Death or incapacity of inventor 117 How appointed 3
Decisions in patent cases, printing of 11 Pay rate : 3
Declaration in lieu of oath 25 Qualifications 7
Dedication of term ...... 253 Temporary 7
Defective execution of documents, effect of 26 Exchange of Patent and Trademark Office Publications
Defenses in action for infringement........ 282 for other publications 1
DefiNItIONS ..covsiniensensisessmresmnsssesisssmmsas ssssasssssssscssassmssssosesssssas 100, 351 Exchange of printed copies of patents with foreign countries ...... 12
Deposit with United States Postal Service 21 Executors, administrators or guardians 117
Depositions, Commissioner may establish rules for ........ccccscnneee 23 Extension of patent term 155
Deputy Commissioner 3 Extension of time to reply fee 41(=)8

Member of Board 7
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F
Falsely making or labeling articles as patenited ....icuvisrsnesnininnes 292
Federal agency, defined .....coevnveieinnnee “ e 200
Federal Assistance, inventions made with:
Confidentiality .. 205
Definitions 20
Disposition of rights 202
Domestic and foreign protection of federaily owned
inventions 207
Educational awards 212
Mazch-in rights 203
Policy and objective of ...... 200
Precedence of chapier over other ACIS c.ccceerrceneneaennes 210
Preference for United States induStry ..c.eveeneermsseseneens 204
Regulations governing federal licensing 208
Relationship to antitrust laws 211
Restrictions on licensing of federally owned
inventions 209
Uniform clauses and regulations 206
Fees:
Amount of 41
~ JFor attomey awarded by court , 285
For records, publications and services not specified
in statute 41
How paid and refunded 412
Independent inventor, 50% reduction ........e.coceccssueese 41¢h)
International _ 361,376
Non-profit organization, 50% reduction ..........ceveenes 41(h)
Payable to Commissioner 42(a)
Small business, 50% reduction 41(h)
"* »Small entity, 50% reduction 41(h)
“To witness interference cases 24
Filing application by other than inventor 118
Filing date requirements 111
Filing fee; Amount of 41(a)l
Foreign applications:
License to file required 184
Penalty for filing without license .......cccecceeenrenrane 185, 186
Foreign countries, exchange of printed copies of patents
with 12
Foreign country, knowledge of use in, not used to
establish date of INVENtioN ....ciicsscssstesscnsaranes 102, 104
Foreign patentee:
Jurisdiction 293
Service 293
Foreign patents:
Copies of, exchanged for United States patents ......cecu.... 12
Prior, effect on United States application for patent ..... 102
Foreign priority 119, 365, 373
Fraudulent statements 18 U.S.C. 1001
Funding agreement, defined 200
G
Government interests in patents 267
H
Holiddy, time for action expiring on 21
L
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| §
Tmportation of products mede by a patented PIOCEES .. mewrnn 293
Improvements, patents may be granted for .. SO - 101
Idexes of patents and patentees, printing of i1
Infringement, patent:
Action for 281
Attorney fees 285
By United States, time limitation in suit for ....eene 286
Clerk of court to notify Patent and Trademark Office
of suit 230
Contributory 271
Damages for ; 284
Defenses in suit for 282
Defined 27
Design patent 289
Injunction 283
Notice of, necessary to recovery of damages ......coveeeeee 287
Pleading defense and special matters to be proved in
suit : 282
Suit for, when a claim in invalid 288
Temporary presence in United STates ....c.cccnereeecsscsennes 272
Time limitation 286
Injunctions may be granted by court having jurisdiction ............ 283
Insane persons, patent applications of 117
Interference, patent: ‘
Agreements, between parties, relating to termination,
to be filed in Patent and Trademark Office ................ 135
Appeal to court 141
Arbitration 135
Determination of priority 102, 135
Parties to be notified of : 135
Review of decision by civil aCtion ........cceesremeerene 145, 146
Rules for taking testimony ........ 23
Interfering patent:
How set aside ...... ' 291
Jurisdiction, plurality of parties, foreign party ...... 146, 291
Relief against 291
International Bureau 351, 361, 362,371
International Preliminary Examining Authority ......... 362, 364, 368
Iniernational application ......cccecussesissesssessonans 351, 365,
366, 367, 375
National phase in United States 37
Priority rights 365
Fees ovieinneimsenerecnnncsanecsnnanes 376
International Searching Authority ......ccceeeisscseens 351, 362, 364, 368
International studies and program funds 6
Intervening rights on reissue 252
Invalid patent ciaim disclaimer 288
Invalidity of term extension 282
Invention date as affected by activity abroad.......cecvnsencieseraas 104
Invention, defined 100
Invention made abroad 104
Inventions patentable 101
Inventions previously patented abroad 102
Inventive step 103
Inventor:
Correction of patent : 256
Death or incapacity 117
May obtain patent 101
Qath for joint 116
Refuses to sign 118
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(Inventor:) (Motice as regards patenis:)
To make application 111 Of patent suit, decision to be given Patent and
Inventor's certificate as reference 102 Trademark Office by clerk of COUTE «vvvrnnenensennenn 290
Inventor's certificate priority right 119 Of rejection of an application 132
Issue of patent 151 Of suite to be entered on file of patent .....cveeevvevesvesiens 290
Issue fee.. e 41 To the public by Federal agency 209
If not paid within three months, patent withheld .......... 151 To the public that invention is patented .....cvvvrienne 287
Nonpayment 41, 151 Novelty 102
Payment of ....... 151
O
J
Oath in patent application .....
Joint inventors 116, 256 Before whom tsken in foreign countries
JOINE OWIIETS cucirveieiniiiscsncnsnsnnsanassnsinseniansssassisasssssmssassanssnsassanas 262 Before whom taken in the United States
Jurisdiction of District Court for District of Columbia ....ccecsieini 32 Declaration in lieu of
Joint inventors
K Must be made by inventor, if HVINg ...
Requirements of
Knowledge or use in foreign country no bar o patent ... 102 To be made by legal representative if inventor is
dead or incapacitated 117
L Obviousness 103
Officer of Patent and Trademark Office may attest patents........ 153
* Legal representative of dead or incapacitated inventor .............. 117 Officers and employees:
Libraries, public, copies of patents for 13, 41 Of Patent and Trademark Office 3
Library 8 Of Patent and Trademark Office, restrictions on as 1o
__License for foreign filing 184 interests in patents 4
~Limitation on damages . 286 Official Gazette:
Exchange for publications 11
M Printing and distribution of 11
Owners, Joint 262
Machines patentable 100 Ownership assignment 261
~ Maintenance fees 41(b)
Late payment 41(c) P
Manufactures patentable 101
Marking articles falsely as patented 292 Paris Convention 119
Marking articles patented . . 287 Patent Cooperation Treaty:
Misjoinder of inventor 116, 202, 256 Definitions 351
Mistake in patent, certificate thereof issued.......uvrsrererenss 254, 255 Patent fees .o uivimiisninisisnsi s s aene 41
Model, shall be furnished if required 114 Disposition of ..... 42
Money: Patent laws, printing of 11
Paid by mistake or in excess, refunded ..........ceeeesmasannns 42 Patent and Trademark Office:
Received for fees, etc., to be paid into Treasury .....uuen 42 In Department of Commerce - 1
Multiple dependent Claim ........ussssssssmmasomsssssssssssassssssssssssns 112 Library w8
Fee el Printing 11
Mutilation of records 18 US.C. 2071 Rules, authority for 6
Seal of 2
N Patent pending, false marking as... 292
Patent term extension 155
National stage of international application ............... 371,372,373 Patent term extension application 156
New matter inadmissible ifi TEISSUE ......uwveecsussssssssssssssssssssesssnsnnes 251 Patentability, conditions for - 102, 103
New matter, may not be introduced by amendment ..........vueuune. 132 Patentable INVENHONS wuuwecccrsinisimannnsimansnsisssansssissssssssnisnes 101
Nonjoinder Of INVENIOT wuuuurruusessurrrssssssassssnese 256 Patented article, marked as such ........ccoueeee 287
NONOBVIOUSTIESS 1vuvuucerssssssessssssmsssssssssssassansssssssssssssssssssssssssssanssess 103 Patentee:
Nonprofit organization, defined 200 Defined .. 100
Nonresident patentee - 293 Notified of interference . 135
Notice as regards patents: Patents: ] '
As to proof in infringement suits 282 Application for 11
Of allowance of patent . 151 Assignment of .... - 261
Of appeal 1o the Court of Appeals for the Federal Based on international application .........coswerecssesssnenes 375
Circuit 142, 143 Certified copies of .10
' OF IMETETENICE vovveevreesenererssssrere ' 135 Classification of 9
! Contents and duration of 154
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(Patents:)

Copies supplied 1o public libraries .........cveeeccmenssrns 13,41
Copying claim of ..cueeese, .. 135
Date, duration and fOIm «.eaminsniesaesmssnson s 154
Design (See Design Patents)

Effect of adverse interference decision .......couueersecennns 135
Exchange of printed copies with foreign countries.......... 12
Fee on issuing 41
Filing application in foreign COUNLIY .....c..crunsesescasnns 184
For what granted .. 101
Foreign knowledge or use no bar to grant of ........c.c... 102
How issued, attested, and recorded ......covcvuscsurerssscasasenss 153
May be granted to assignee 152
May be withheld in certain cases 181
Obtainable by civil action 145
Personal property 261
Presumption of validity 282
Price of copies 41(a)9
Printing of .... et sy 11
Reissuing of, when defective .. 251

Rights of invention made with federal assistance 200 - 212
Restrictions on officers and employess of Patent

. and Trademark Office as to interest in ..cuceenieieiensenienes 4
Surrender of, to take effect on reiSste cwewiecrirrnsinnesns 251
Term ....ccoonnee 154, 155, 1554, 156
Termm eXtENSION wuweeesseeressurraesnesnsarsensarssesnsssensensesens 155, 156
=Term restoration .....ciuic s ssssenns 155A
Time of issue, payment of issue fee ....ocvvcnnmensnencsenns 151
To be authenticated by seal of Patent and Trademark
OffiCe cirrvrn s s s s sossansas s s ssess 2
WHER L0 ISSUL .cvuesrsrenesnsniserossasassmsnsssnsonssssnsassasasssssnas 151
“- . Withheld for nonpayment of issue fee ......ccourieenernnnns 151
Patent rights in inventions made with federal assistance.....200-212
Confidentality .....ccccesemersesmencsssersasesssserenssnseaceserarsssnes 205
Definitions ... sessisesessscssnssssmisesssnsane ....201
Disposition Of Hghts c..ouueresssessssinmseresmsssnsrenssnsensenssssnsnas 202
Domestic and foreign protection of federally owned
inventions 207
Educational awards .....ccuemssesssennsmensssssnsinas 212
March-in fighS c.cuceeinseisinnesesennssissnnn «..203
Policy and objective Of .....uueirvnsinisnsnnsesssessnanesne 200
Precedence of chapter over other ACtS.......cccouunisenrennn 210
Preference for United States industry .....c.ccoceeuecsnensense 204
Regulations governing federal licensing ......c.ccsssssusucass 208
Relationship to antitruSt JAWS ....c.eccesrsmsesasecsnasessnsannse 211
Restrictions on licensing of federally owned
inventions 209
Uniform clauses and regulations 206
Payment to international intergovernmental organizations ............ 6
Period fOr TESPOTSE ..ceeetianararcsmsnesnsssnnsnsssssasorssusssssessnssssssasnsns 21,133
Photolithography: Headings of drawings printed .......cceceneernncens 11
Plant patents:
OJF:11 1 SO .162, 164
DeSCIIPHON crevisnsasssssnersemsssssssessmssesnsssasasesussssrsnsasns 162,163
Fees ... 41
Nature of right...... 163
Plants patentable 161
Secretary of Agriculture to furnish information and
detail employees... “ 164
Pleading and proof in action for infringement ........ccovvissensaserens 282
Postal SErvice dEePOSl . icescmsinmsssmnsssesnsesisssmmensstsnammmssssssssssanss 21
Practicad application, defined 200
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Presumption of product made by patented process ... arnsnrnrns 29
Presumption of validity of patents .... 282
Printed publication bar to a patent 102
Printing:
Decisions in patent cases 11
Of papers filed 22
Patent and Trademark Office 11
Printing headings of drawings by Patent and Trademark
Office 11
Prior Art, Citation of 301
Prior patenting or publication bar to patent 102
Priority, foreign 119, 365
Priority of invention 102
Priority of invention, determined by Board of Patent
Appeals and Interferences 135
Priority, right of, under treaty or law 119
For design applications 172
Process defified ...omeimrcrnrsncrcninnninssncssesensnssesssnanne 100
Process Patent Amendment Act of 1988 287
Process patentable ........eeeeeens 101
Product made by patent process ~295
Property of Patent and Trademark Office . 1,6
Public use Or 5ale...uceurrnsecmsssnrmennssesssiren 102
Of invention bar to a patent . 102
Publication of international application effect ........cceueicrnnnncsesens 374
Publications regarding patents and trademarks ........ecvensersesercersnncs 11
R
Receiving Office ...351, 361, 364, 367, 368
Recording of assignments . 261
Records of Patent and Trademark Office:
Keeping of ......ccovvvrvessrecnennnnees 1
Reexamination procedure
APPEEL ettt e s sttt 306
Certificate of patentability, unpatentability, and
claim cancellation ..... 307
Conduct of reexamination proceedings ... ssererssses 305
Determination of issue by Commissioner .......cuuessens 303
Determination of New QUESHON ....ucerreerscrsssesassnesnasensens 303
Request...... “ 302
Special diSpatCh...ccicissnissssssesssnne e sas s ssaseas 305
Reexamination order by Commissioner 304
Request for reexamination proceeding ... 302
Re-examination to be made after first rejection, if desired.......... 132
References, to be cited on examination .. 132
Refund of money paid by mistake OF in XCESS wc..cecrrnirrerercrsensnnas 42
Reissue of patents:
Application fee .....c.umnnnininn -.41(a}4
Application may be made by assignee in certain cases 251
By reason of defective claims .....ccoovuuememmsonusisessssses 251
Effectof .....cceuee w252
For unexpired term of original patent ........oeesessensenn 251
Intervening Hghts .....cccomersseassrnses 252
Of defective patents .251
TO CONtAIN NO NEW MAET wueerrseeresarsisssensesssnsasssosssnsonas 251
Rejection, applicant shall be notified of reasons for ........c.vcnue.. 132
Remedy for infringement of patent 281
Removal of records ........... 18 U.S.C. 2071
Report to Congress, Annual 14
Restoration of patent 155A
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Restrictions on officers and employees of Patent and Testimony, rules for taking . 23
Trademark Office as to interest in patents ..o vonneelh Time:
Revival if delay unavoidable........emsemenmessnin censasasnonns oo 133 Expiring on Ssturday, Sunday or holiday «..mmsminnn 21
Right of foreign priority .....c.mrcmnsssssecsssmmssssssssnns crenssserasnens 363 For payment of issve fee 151
Right to compensation because of secTecy Order ......vcremeesesisene 183 For taking action in Government Ca828 ... wnssness 267
Rules for teking testimony, Commissioner to establish......ccveees 23 Within which action must be tKen ...wencsrsasasnss 133
Rules of practice: Limitation on damages ~ 286
Authority for .......ue 6 Title of invention 154
Printing of ... 11 Trademark fees 42(c)
Trademarks, Reference to 1,2,6,11
) Trademark Trial and Appeal Board pay rate 3
Translation error in international apPHCRLON .....oesrversessvcssesesnanes 375
Saturday, time for action eXpiring OnN wuesisissssincsnonsnmssneen 21
Seal of Patent and Trademark OffiCe .....uueueresmarsssssirsssssesssssssnees 2 U
Secrecy of appliCations ........coceuesureasaenss 122
Secrecy of certain inventions 181 10 188 Unauthorized disclosure 182
Secrecy of international applications .368 Unauthorized person may not lawfully assist persons in
Secrecy order..... .. 181 transaction of business before the Office ........ccovueiee 33
Small business firm, defined ......coccvcvscnnrcrsnrsseesensnnns 200 United States as designated office 363
Specification(s): United States, defined 100
Contents of 112 Unpatented article, penalty for deceptive marking ...c.ouecesecsees 292
If defective, TEISSUE 10 COITECE wrirrerrrmssnacsssesesssassasasassans 251 . Use in foreign countries, no bar to grant of patent.......cuueseneenes 102
. Keeping of 1
Part of patent 154 Vv
Printing of rensstsiansnasssneRe et s r s n st R eRtRs saRae e as 11,41
Uncertified copies, price of . 41 Verified translation requirement 372
“Specimens, may be required 114 Voluntary Arbitration 294
Statutory invention registration 157
Subpoenas 10 WilTIESSES .uueveresrsssssnersassercsnsssassrssssssssssssensnesasassssesss 24 w
Suit against the United States 286 : ,
_ Suitin equity (See Civil Action) Withdrawal of international application 366
" ~Sunday, time for action expiring on w21 Withholding of patent 181
“Surcharge for later filing of fee or 0ath.......ccmecrmeecsuserserenseninnns 111 Witness: . ,
Failing to attend or refusing to teStify .....cccurreermsasisansssecs 24
T Fees of, interference cases .... .24
In interference summoned by clerk of United States
Term EXtenSION cueererrarersreranrercsreessessnsasssorssassesnsssessssanasmessssnsenssens 156 court 24
Term of patent: When in contempt, punishment 24
Design . 173
Disclaimer of .253 66000 EPCEOEVORC0OCOOTOOEOCOHECOW
Extension 155, 156
Period 154
Restoration ......veeeeseens 155A
¥
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