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U.5. DEPARTMENT OF COMMERCE - -
Patent and Trademark Office

LS

MANUAL OF PATENT EXAMINING PROCEDURE ...
' Fourth Edition R

The attached pages comprise a complete
copy of the Manual of Patent Examining
Procedure, fourth edition.

Periodic revisions will be issued in the future in order
to maintain the information current.

The major changes included in the fourth edition are as Eollows:ﬁ
' |

Section Change
101 Paragraph added to indicate that information

received from public searchers is confidential.

110 New section on confidential nature of international
applications.

201.08 New paragraph added on when a determination should
be made as to whether the requirements of 35 U.S.C.
120 have been met.

201.13(b) New section on priority based on an international
application.

310 New section on Government contractor license rights.

506 Includes procedure permitting cancelation of claims
to lower filing fee.

605.04 Includes practice on granting filing date based on
facsimile papers.

711.03(e) Includes consideration of petition for withdrawl of
a notice of abandonment with allegation that an Office
action was not received. '

721.01 Includes revised fraud allegation handling practice.
!

803 Includes revised restriction practice for Markush-
type claims. /

823 New section on Unity of Invention under the PCT.,



901.05

1101.02

1401.08
1401.09
1401.09(a)

Chapter 1800

-

Includes material on national faféiéﬁ“papent docu~
ments preparéd by p.v. Federico. -
Includes practice for notifying patentees twice
concerning copying of claims.

Include additional guidelines for reissue applications.

New chapeter relating to procedures under the Patent
Cooperation Treaty.

Louis 0, Maassel, Editor
Manual of Patent Examining
Procedure :

R



"ot Revlerl, January 1980

U.5. DEPARTMENT OF COMMERCE

Patent and Trademark Office
Washington, D.C. 20231

MANUAL OF PATENT EXAMINING PROCEDURE
Fourth Edition

Instructions Regarding Revision No. 1

The attached revised pages are replacements for those in
the Manual having corresponding numbers.

Arrows are printed in the margins of pages to indicate
material changed, deleted, or added by this revision. Where
insertion of new material results in shifting of unchanged
material onto followmng pages, no arrows appear on such
pages but the revision number is cited at the bottom of each

page.

= or 41—1 Line on which change begins,

b or Line on which change ends.

i OF  —— Line on which change both begins
and ends.

—_— O et Opposite a blank space, indicates

deletion of material.
!

The notation “[R—l]" in the attached pages appears at
the title of a section that has been revised.

Louis 0. Maassel, Editor
Manual of Patent Examining
Procedure

Rev. 1. January 1980



Particular attention is called to the following sections:

SECTION

605.04

609

710.05

721

724-725

803

901.05{e) -
901.06 (a)

903.03
903.09
1309.02
Chapter 1400

1805

'CHANGE

Materlal added on executlon and filing of
patent applications.

Clarified to 1nd1cate that each prior art
submitted by applicant which complies
with the guidelines must be cited on

PTO-892.

Holiday list corrected to indicate Veteran's
Day is celebrated on November 11, each

year.

Indication added that prior art cited by
foreign offices should be submitted to
the Office by the applicant.

New sections relating to submission to the
Office of documents which contain trade
secret, confidential or protective order

materials.

Sentence added to encourage examiners to
search and examine entire application,
without requiring restriction, if it
can be done without serious burden.

These sections on the Scientific Library
have been updated to reflect current

practice.

Foreign patent classification procedures

revised,

Section on International Classification
has been updated and expanded.

Deleted and material incorporated into new
Chapter 1900.

Completely rewritten, renumbered and expanded
to cover current reissue practice.

PCT Administrative Instruction Section 317

added.

-
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1820.05

1827

1885

Chapter 1900

List of PCT member countries updated and
revised PCT Administrative Instruction
Sections 201 and 203 added.

Wording of revised PCT rules 15.5
and 96 added.

Revised wording of PCT Rule 47.1(b) added.

This is an entirely new chapter which has
- been added to cover Protest procedures.



List of replacement pages:

Page No. . Rev. No. Page No. Rev. No.
Title Page 1-1 381-382 1-1
v : 1 383~384 1-1
83-84 1-1 *#384.1-384.2 S 1-1
*84,1 1 *384.3-384.4 i-1
121 1 *384,5-384.6 1-1
125-126 11 *384.7-384.8 i-1l
*126.1 1 *384.9 1
167168 1-1 385-386 i-1
211-212 0-1 387-388 i-1
¥212.1 1 38%-390 1-1
215-216 0~1 {391 deleted)
*216.1~216.2 1-1 417-418 i-1
*216.3-216.4 “1-1 *¥418.1 1
221~222 1-1 429-230 1-1
267268 1-1 431-432 1-1
269270 1-1 *432.1 1
273-274 1-1 441-442 1-1
275-276 1-1 *442.1 1
277-278 1~1 491-492 1-1
279-280 1-1 *492.1 1
281-282 i-1 *500.1~-500.2 1-1
283-284 i-1 *¥500.3-500.4 1-1
*284.1-284.2 1-1 *500.5-500.6 1-1
367-368 1-1 *500.7~500.8 1-1
375-376 1-1 *500.9-500.10 1-1
(377 deleted) *500.11-500.12 1-1
379-380 1-1

*aAdded page !

Y
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Rev. 2, April 1980

5. DEPARTMENT OF COMMERCE

Patent and Trademark Office

Washington, D.C. 20231

MANUAL OF PATENT EXAMINING PROCEDURE

Fourth Edition

Instructions Regarding Revision No. 2

The attached revised pages are replacements for those in the
Manual having corresponding numbers.

Arrows are printed in the margin of pages to indicate material
changed, deleted, or added by this revision. Where insertion
of new material results in shifting of unchanged material

onto following pages, no arrows appear on such pages but the
revision number is cited at the bottom of each page.

& ;
r——h or
‘ ; l-‘-b or
e s or

The notation

~
e

Line on which change begins.

Line on which change ends.

Line on which change both begins
and ends.

Opposite a blank space, indicates
deletion of material.

"[R-2]1" in the attached pages appears at the
title of a section that has been revised.

Louis 0. Maasgel, Editor
Manual of Patent Examining
Procedure

Rev. 2, April 1980



Particular attention is called to the following sections:

Section Change
202,02, _ Procedure added for examiner verifying
202.03 prior application information printed
on file wrapper label.
608.02(a) The requirement that formal drawings
be received prior to examination has been
deleted.
708, Indication added that reissue applications
708.01 o in which litigation has been stayed should
be given top priority for examination.
721, The material from these sections has been
721.01 incorporated in new Chapter 2000.
1446 Section clarified as to handling of reissue

applications without changes but with
issue of fraud or violation of duty of
disclosure.

1901.07 (a) Revised to include procedure for adding
protestor's address to file wrapper where
he has right to receive all correspondence.

Chapter 2000 Entirely new Chapter added on duty of
- disclosure, fraud, lack of candor and
good faith, violation of duty of disclosure,
and striking of applications.

o



List of replacement pages:

Page No. Rev. No. Page No. Rev. No.
Title page 2-2 384.9 2
v 2 395-396 2-2
33-34 0-2 500.5-500.6 2-2
*34.1 2 500.7-500.8 2-2
111-112 2-2 500.9-500.10 2-2
157-158 2-2 500.11-500.12 22
163~164 20 *500.13-500.14 2~2
165-166 2.2 *500.15-500.16 2-2
169-170 0-2 *500.17-500.18 2-2
211-212 2-2 *500.19-500.20 2-2
212.1 (deleted) *500.21-500.22 2-2
213-214 (deleted *500.23-500.24 2-2
215-216 {deleted) *500.25-500.26 2-2
371-372 2- *500.27-200.28 2-2
373-374 2-2 *¥500.29-500. 30 2-2
384.1-384.2 2-1 *500.31-500.32 2-2
384.3-384.4 2-1 *500.33-500.34 2-2
384.5-384.6 2-2 *500.35~500.36 2-2
384.7~-384.8 2-2

*Added page
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U.S. DEPARTMENT OF COMMERCE
Patent and ‘frademark Office
Washington, D.C. 20231

- MANUAL OF PATENT EXAMINING_PROCEDURE
Fourth Edition

Instructions Regarding Revision No. 3

The attached revised pages are replacements for those
in the Manual having corresponding numbers.

Arrows are printed in the margin of pages to indicete
material changed, deleted, or added by this revision.
Where insertion of new material results in shifting of
unchanged material onto following pages, noO arrows appear
on such pages but the revision number is cited at the
bottom of each page.

r——mmb or 4ﬂk——1 Line on which change begins.
bz Or g} Line on which change ends.

T QY e Line cn which change both
begins and ends.

e OF imemonen Opposite.a blank space,
indicates deletion of material.

The notation "[R-3]" in the attached pages appears at
the title of a section that has been revised.

4

Louis O. Maassel, Editor
Manaual of Patent Examining
Procedure

Rev., 3, July 1980



Particular attention is called to the followingmégéfions.

Section
201.13 (k)
and 1828

802

1805

1807

1812

1815

1820.385

1823.01

1827.01

1845.04

1885

Change 

Revised PCT Rule 17 added relatlng to
submission of priority documents in
international applications.

Revised PCT Rule 13 added relative to
unity of inventicn in international

applications

Revised PCT Rules 18.5 and 19.2 added
relating to listing of applicants in
international applications.

Revised PCT Rule 90.3 and Administrative
Instructicn 106 added relating to general
powers of attorney in international
applications during international processing

only.

Revised PCT Rule 10 added relating to
metric terms in internaticnal applications.

Revised PCT Rule 11.1(d) and 11. lO(d)
and 11.13(j) added relating to using
sheets sideways in international applica~

ticns.

The list of PCT member States has been

vrpdated.

New section on reference to deposited
microorganism in internationel applications.

New section on new procedure under P
Rule 16 bis in which the
Bureau will advance money

Hew section on changes of
on the PCYT Reguest form.

Revised PCT Rule 47.1(c)
requires each designated Office o b
informed of a communication under pC
Article 20 and that such
be accepted as conclucive evidence of

communication on the
the notice.

date

Internaticn
for unponid

certain in

added wnich

notice shal

specified

o
al

-
EGes.

Sicatlions

=

T

"
1
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1901.07({c) New section on filing of multiple papers
relating to the same issues in protests.

2100 New chapter on patentability which will
be expanded upcn in future revisions.

2105 New section relating to patentable subject
matter in view of the Chakrabarty decision.

2120~2129 New sections'on i.he statutory bars cf
"public Use®™ and "On Sale" under 35 U.S.C.
132(b). '



List of replacement pages:

Page No. Rev., No. Page No. Rev. No.
Title page 3-3 445-446 3-3
v 3 447-448 3-3
25-26 3-3 *448.1~-448.2 3-3
*¥26.1 3 *448.3 3
219-220 3-3 451-452 3-3
*¥220.1 3 453-454 3-C
417-418 3-3 457~-458 3-3
418.1 “{deleted) *458.1 3
419-420 3-3 485-486 0-3
421-422 3-3 487-488 3-0
423-424 3-3 491-492 3-3
425-426 3-3 493-494 3-0
427-428 3-3 500.7-200.8 2=G
429-420 3-3 *500.8(1) 3
431-432 3-3 *500.37-500.38 3-3
432.1 3. *500.39~500.40 3-3
433-434 3-3 *500.41-500.42 3-3
435-436 3-3 *500.43-500.44 3-3
437-438 3-3 *500.45~500.46 3-3
*438.1-428.2 3-3 *500.47-500.48 3-3
441-442 3-3 *500.49 3
443-444 3-3

*Added page

h —



Rev. 4, Qctober. 1980

- FE T

U.5. DEPARTMENT OF COMMERCE
Patent and Trademark Office
Washington, D.C. 20231

MANUAL OF PATENT EXAMINING PROCEDURE
Fourth Edition

Instructions Regarding Revision No. 4

The attached revised pages are replacements for those
in the Manual having corresponding numbers,

“Arrows are printed in the margins of pages to indicate
material changed, deleted, or added by this revision.
Where insertion of new material results in shifting of
unchanged material onto following pages, no arrows appear
on such pages but the revision number is cited at the bottom
of each page.

or Line on which change begins.

r——b"ﬂ——]
memm_. or ﬂmp__J Line on which change ends.

——. O e Line on which change both begins
and ends.

—ee OF Opposite a blank space, indicates
deletion of material.

The notation "[R-4]" in the attached pages appears at
the title of a section that has been revised. :

Louis 0. Maassel, Editor
Manual of Patent Examining
Procedure

Rev. 4 October 1980
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Particular attention is called to the followigéuéections:

SECTION CHANGE

Checklist Added to permit checking of pages in the
of pages Manual.

608.02(a) Changed to give examiner disposal credit

for abandonment due to not furnishing
drawing timely.

609 Amended to add material on use of form
PT0O-1449 for submission of prior art
by applicants.

1302.09 Amended to indicate that where a multiple
dependent claim is selected for publica-
tion in the Official Gazette, that an
entire chain of claims for one embodiment
should be listed,

1827 New fees effective January 1, 1981 for
the international fee portion of inter-
naticnal applications included.

1840 PCT Rule 80.6(b) revised.

1845 PCT Rules 82.1(a) and 82.2(a) revised.
1845.01 PCT Rules 22.2(e) and 22.3 revised.
1901.07 (c) Revised section relating to filing of

multiple papers relating to the same
issues in protest proceedings.

Appendix I and Updated
Iz

Index Updated.

—



List of replacement pages:

Page No.

Rev.

Title Page.

v-vi
vii-viii
111-112
121-122
122.1
325-326
367-368
441442
442.1
447448
451452

500.7-500.8

500.8(1)

{delete pos 501-557 and
insert the following
pages after page 500.49)
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Rev. 5, Janu@;y_{Qﬁl
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U.S. DEPARTMENT OF COMMERCE
Patent and Trademark Office
Washington, D.C. 20231

MANUAL OF PATENT EXAMINING PROCEDURE
' Fourth Edition

Instructions Regarding Revision No. §

The attached revised pages are replacements for those in the
Manual having corresponding numbers. '

Arrows are printed in the margin of pages to indicate material
changed, deleted, or added by this revision. Where insertion

0f new material resultsg in shifting of unchanged material onto
following pages, no arrows appear on such pages but the revision
number is cited at the bottom of each page.

Line on which chénge begins.

r——mahh dﬂ&wmmT

L—m-aww or nmp———J Line on which change ends.
-ﬂ*—%%

—— OF  eaifie——

or

or Line on which change both

begins and ends.

or Opposite a blank space,

indicates deletion of material.

The notation "{R-5]" in the attached pages appears at the title of
a section that has been revised.

3

Louis O. Maassel, Editor
Manual of Patent Examining
Procedure

g Rev. 5, January 1981



Particular attention is called to the following sections. i 1 “ (T“
Section : | ' Change
402.06 y | Revised to include mention of requirement

that at least 30 days remain in any period’
for response for approval of a request to
withdraw.

509 ' Subsection 1.21(1} 1ncluded for fee for
: microfiche copy.

608.0l(a) Revised §1.77(c) included for reference to
. a "microfiche appendix”.

608.01 (p) _ Letter headings added to subsections and
new subsection on gimulated or predlcted
tests or examples included.

608.02 Sections on drawings substantially rewritten.

608.02(b) Substantially rewritten to delete ten dollar
comparison fee for substitute drawings. _
608.02(2) New section on correction of drawings in . _( |
allowable applications. E (:A

608.05 New section on deposit of computer program
listings on microfiche.

707.05 (e) New examples for citation'of non-patent
documents included.

707.07(1) New section on simulated or predicted tests
or examples.

806.05(e)~-(h) Intent of 1978 rule changes clarified.
1302.05(a) New section on forwarding allowed applications

where the original drawings cannot be located.
1308.03 Section on Quality Review Program updated.
1827 Section revised to include revised PCT

international fees.
2004 and 2011 A new subsection 8 has been added to relating

to inaccurate or misleading statements in
the specification.

L



List of replacement pages: o

Page No. Rev. No. © Page Wo., i Rev. No.

(j_fitle page 5-5 223-224 55

45-46 55 227228 0-5

61-62 5-0 229-230 5-5

86-90 0-5" *230.1 5

101-102 5-5 291-292 5-5

103-104 5~5 365~366 5-5
*104.1 5 367-368 5~5

107-108 5-5 *368.1 5

109-110 55 - 373~374 55"

111-112 5-5 *374.1 5

113-114 5-5 441442 5-5

115-116 5-5 *442.,1 {deleted)
117-118 5-5 521-522 5«5

119-120 5-5 (replaces pages 500.21-500.22)
*120.1-120.2 5«5 *522.1 5
*120.3-120.4 5-5 527-528 5-5
*120.5 5 (replaces pages 500.27-500.28)
151-152 5-5 *528.1 5

153-154 5~5 541-542 5-5

157-158 5-5 (replaces pages 500.41-500.42)
*¥158.1 5 549 5

165-166 5-5 (replaces page 500.49)

*Added page

C



Revision 6, June 1981

7.5. DEPARTMENT OF COMMERCE
Patent and Trademark Office
Washington, D. C. 20231

MANUAL OF PATENT EXAMINING PROCEDURE
Fourth Edition

Instructions Regarding Revision No. 6

The attached revised pages are replacements for those in the Manual
having corresponding numbers.

Arrows are printed in the margin of pages to indicate material changed,
deleted, or added by this revision. Where ingertion of new material
results in shifting of unchanged material onto following pages, no
arrows appear on such pages but the revision number is cited at the
bottom of each page.

or Line on which change begins.

or Line on which change both begins

and ends.

I——-———b’«““—“

La__;m». or 4mm—wJ Line on which change ends,
et SRR B

et e e

or Opposite a blank space, indicates

deletion of material.
The notation "[R-6]" in the attached pages appears at the title of

each section that has been revised.

Louis O. Maassel, Editor
Manual of Patent Examining
Procedure

Rev. 6, June 1981



Particular attention is called to the following sections.

Section . * Change
103 New 37 CFR 1.1l (¢} and (d) added and- 1ndlcates RO
that reexaminations are open to the publlc._-a; L

201.06 Calls attention to 35 U.S8.C. 120 requiring later ﬂ-*w
and prior applications toc be filed by "the same'
inventor",. o

402 37 CFR 1.34 revised to provide for- power of ffl'fh
attorney in reexamination cases. : SN

402.05 37 CFR 1.36 revised to prov1de for revocatlon-7~
' of powers in patents. : :

403 New 37 CFR 1.33(c) added to: prov1de for correspondencex}
address to be used in patents. :

501 37 CFR 1.1 revised to provide a "Box Reexam“ . |
for reexamination requests. a

509 New 37 CFR 1.21(x) and revised 1.26. added relatlng
to reexamination fees.

©02.06 Reference to looseleaf forms book added

706 37 CFR 1.112 revised to provide for recon51deratlon
in reexamination cases.

706.03(0) Revised to follow In re Rasmussen on new matter
rejections and objections.

706.07 37 CFR 1.113 revised relating to fi'nal-tejécti’csn'-..{fi____'

707 37 CFR 1.104 revised to relate to examlnatlon_ ﬁ;,{]i"
of reexamination. : : '

707.05 37 CFR 1.107 revised to include’ reference to L[I f:3'y
foreign published applications. : L

714 37 CFR 1,115 revised to include amendments in’
reexaminations,

714.02 37 CFR 1.111 revised to provide for reply by
the patent owner in reexaminations.




714.12 37 CFR 1,116 revised to include amendments after
final in reexaminations.

714.19 Item 15 added to indicate that an amendment
cancelling all claims to the elected invention
and adding only claims to the non-elected
invention will not be entered.

714,22 37 CFR 1.121(f) on amendments in reexamination
proceedings added.

1101.02(h) New section added on copying claims from a patent
involved in a reexamination proceeding.

1105 37 CFR 1.231(a)(l) revised on motions in inter-
ference.

1202 Chart on channels of ex parte review revised.

1205 37 CFR 1.191 revised to provide for appeal in

reexamination cases.

1206 37 CFR 1.192 revised to provide for appeal briefs
in reexamination cases.

1214.06 37 CFR 1.197 revised relating to action following
appeal decision.

1216.01 37 CFR 1.301 revised to provide for appeal to
to CCPA in reexamination cases.

1216.02 37 CPFR 1.303 revised to provide for civil action
in*'reexamination case.

1302.14 37 CPR 1,109 revised to provide reasons for
allowance in reexamination case.

1901 37 CFR 1,291 and 1.248 revised to restrict protests
citing prior art.

Note: This revision contains numerous references to gections in
Chapter 2200. This Chapter is currently not a part of this Manual
but will be issued in the next revision number 7 of July 1981.



List of replacement pages:

Page No. Rev. No. ?age'Nd{'V':'-

1
)

185-186.. -
i87-188-"
*188.1 .
195-196. -
*¥196.1 . .
315-316 .
317318
. 319-320
#*320.1
341-342
343~-344 -
345-346 .
347-348
349-350
351-352
353~354.
355-356 .
357-358
359~360 -
361-362
368.1
561-502 ' e
(replaces pages 500 1 500 2)
*¥502.1 s

Title page
5-6
*6.1
9~-10
15-16
*16.1
43~44
45-46
*46.1
55-56
*56.,1
61-62
63-64
*64.1
79-80
129-130
*130.1
137-138
141~-142
143~144
*144.1
151-152
*152.1
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Revision 7, July 1981

.5, DEPARTMENT OF COMMERCE
Patent and Trademark Office
Washington, D. C. 20231

MANUAL OF PATENT EXAMINING PROCEDURE
Fourth Edition
instructions Regarding Revision No. 7
The attached revised pages are a replacement for the Title page and
additional pages for a new Chapter 2200 and Supplemental Index.

Arrows are printed in the margin of pages to indicate material added
by this revision.

or Line on which change begins.

L———mm» or mmp_—J Line on which change ends.
s QL e——

or Line on which change both begins

and ends.

The notation "[R-7]" in the attached pages appears at the title of
each section that has been added.

Louis O. Maassel, Editor
Manual of Patent Examining
Procedure

Rev. 7, July 1981



This revision adds a new Chapter 2200 entitled "Citation of Prlor Art
and Reexamination of Patents". : . :

The contents of the Chapter are outlined on pages 551 and'552,]*:ﬁ (
The Chapter is divided into five major categories .

I. Sections 2202-2208 relate to citation of prior art
in patent files

IT. Sections 2209-2213 relate to Reexamination broaaly,

III. Sections 2214-2238 relate to the filing and content of
a request for reexamination. Eh

IV. Sections 2240-2253 relate to the decision of the request
and ordering of reexamination.

V. Sections 2254-2293 relate to the conduct of reexamlnatlon f
proceedings, -

The Supplemental Index relates to reexamination and will be comblned
with the Index on pages I-1 to I-48 in a later revision.

List of replacement pages:

Page No. Rev. No, Page No. Rev. No.
Title page 77 589-590 -7
551-552 7~7 591-592 7-7" (
553~554 7-7 593-594 77
555-556 7-7 595-596 7-7
557~558 T~7 597-598 77
559-560 77 589-600 7=7
561-562 7-7 601-602 7-7 -
563-564 7-7 603~-604 7-7
565-566 7=7 e 605-606 7=7
567-568 7-7 607-608 7-7
569-570 71 609-610 7-7
571-572 77 611-612 7-7
573-574 7-7 613-614 7=-7
575~576 7-7 615-616 7-7 -
577-578 77 617-618 7-7
579-580 77 619-620 7T
581-582 7~7 621-622 7-7
583-584 77 I1-49 - I1-50 77
585~586 7-7 I-51 -~ I-52 7-7"
587~588 7-7

Pages 551-621 and I-49 - I-52 are added pages.
Pages 551-621 should be inserted following page 549,

Pages I-49 - I-52 should be inserted following page 1-48,



Rev, .8, October 1981

U,S. DEPARTMENT OF COMMERCE
Patent and Trademark Office
Washington, D. C, 20231

MANUAL OF PATENT EXAMINING PROCEDURE
Fourth Bdition

Instruetions Regarding Revision No. 8
The attached revised pages are replacements for those in the
Manual having corresponding numbers.
Arrows are printed in the margln OF pages to indicate material
changed, deleted, or added by this revision. Where insertion of
- new material results in shifting of unchanged material onto

follow1ng pages, no arrows appear on such pages but the reVL31on
number is cited at the bottom of each page.

rwm__QD» or-«qp————1 Line on which change begins.
L_____;pm or-mmmmqu ' Line on which change ends.

wﬁmwmﬁb—(nfdﬂﬁ;mwﬂw Line on which change both
‘ ‘ beging and ends.

| e QL etifffr——— Opposite a blank space,
' indicates deletion of material.

The notation " [R~81" in the attached pages appears at the title
of a section that has been revised.

Louis ©. Maassel, Editor
Manual of Patent Examlnlng
Procedure
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Foreword

This Manual is published o provide Patent and Trademark Office patent
examiners, applicants, attorneys, agents, and representatives of applicants
with a reference work on the practices and procedures relative to the prosecu-
tion of patent applications before the Patent and Trademark Office. It con-
tains instructions to examiners, as well as other material in the nature of
information and interpretation, and outlines the current procedures which the
examiners are required or authorized to follow in appropriate cases in the
normal examination of a patent application.

A separate manual entitled “Trademark Manual of Examining Proce-
dure” is published by the Patent and Trademark Office as a reference work
for trademark cases.

Examiners will be governed by the applicable statutes, the Rules of Prac-
tice, decisions, and orders and instructions issued by the Commissioner and
the Assistant Commissioners. Orders and Notices still in force which relate
to the subject matter included in this Manual are incorporated in the text,
Orders and Notices, or portions thereof, relating to the examiners’ duties
and functions which have been omitted or not incorporated in the text may
be considered obsolete. Interference procedure not directly involving the Pri-
mary Examiner is not included in this Manual and, therefore, Orders and
Notices relating thereto remain in force.

Subsequent changes in practice and other revisions will be incorporated
in the form of substitute or additional pages for the Manual,

Suggestions for improving the form and content of the Manual are
always welcome. They should be addréssed to:

Commissioner of Patents and Trademarks,
Editor, M.P.E.P.
Washington, D.C. 20231

For sale by the Superintendent of Documents, U.8. Government Printing Office
Washington, D.C. 20402

Btock Nwvmber 003-0504-00118-5
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Introduction

Constitutional Basis

The Constitution of the United States pro-
vides:

“Arr. 1, sec. 8. The Congress shall have
power . .. To promote the progress of science
and useful arts, by securing for limited times
to authors and inventors the exclusive right to
their respective writings and discoveries.”

Statutes

Pursuant to the provision of the Constitution,
Congress has over the years passed a number of
statutes under which the Patent and Trademark
Office is organized and our patent system is es-
tablish. The provisions of the statutes can in no
way be changed or waived by the Patent and
Trademark Office.

Prior to January 1, 1953, the law relating to
patents consisted of various sections of the Re-
vised Statutes of 1874, derived from the Pat-
ent Act of 1870 and numerous amendatory and
additional acts.

By an Act of Congress approved July 19,
1952, which came into effect on January 1,
1953, the patent laws were revised and codi-
fied into substantially its present form. With
certain exceptions applying to applications filed
and patents issued before January 1, 1953, this
law governs all cases in the Patent and Trade-
mark Office. The patent law is Title 35 of the
United States Code, which contains 110 sections
pumbered from 1 to 376, with gaps in the num-
bering between various chapter of the title. In
referring to a particular section of the patent
code the citation is given, for example, as, 36
U.8.C. 31. The pamphlet “Patent Laws” (avail-
able from the Superintendent of Documents) re-
prints the patent code and some additional
statutes.

85 U.8.¢. I Hsteblishment. The Patent and Trade-
mark Office shall continue as an office in the Depart-
ment of Commerce, where records, books, drawings,
specifications, and other papers and things pertaining

to patents and to trademark registrations shall be kept
and preserved, except as otherwise provided by law.

Rules of Praectice

One of the sections of the patent statute,
namely, 35 1U.8.C. 6, anthorizes the Commis-

sioner of Patents and Trademarks, subject to the
approval of the Secretary of Commerce, to es-
tablish regulations, not nconsistent with law,
for the conduct of proceedings in the Patent and
Trademark Office.

37 CFR 1.351. Amendments to rules will be published.
All amendments in this part will be published in. the
Official Gazette and in the Federal Register.

87 OFR 1352 Publication of notice of proposed
emendments. {a) Whenever required by law, and in
other cases whenever practicable, notice of proposed
smendments in this part will be published in the Of-
ficial Glazette and in the Federal Register. If not pub-
lished with the notice, copies of the text will be furn-
ished to any person requesting the same. All comments,
suggestions, and briefs received within 4 time spec-
ified in the notice will he considered before adoption of
the proposed amendments which may be modified in the
Hght thereof.

(b} Oral hearings may be held af the discretion of

the Commissioner.
These rules and amendments thereto are pub-
lished in the Federal Register and in the Official
Gazette. In the Federal Register and n the Code
of Federal Regulations these rules are Part 1 of
Title 37, Patents, Trademarks and Copyrights,
and the individual rules, called sections, are
numbered with the Part number and a decimal
point prefixed to the rule rumber. A booklet en-
titled “37 Code of Federal Regulations,” pub-
lished by the Office of the Federal Register,
contains all of the patent rules and forms, as
well as trademark rules and forms and copy-
right rules. Persons desiring a copy of the patent
rules should order a copy of “Title 37, Code of
Federal Regulations” from the Superintendent
of Documents.

_The primary function of the Rules of Prac-
tice is to advise the public of the regulations
which have been established in aceordance with
the statutes and which must be followed before
the Office. The Rules of Practice govern the
examiners, as well as applicants and their
attorneys.

Commissioner’s Orders and Notices

From time to time, the Commissioner of
Patents and Trademarks has issued Orders and
Notices relating to various specific situations
that have arisen in operating the Patent and
Trademark Office. Notices and circulars of in-
formation or instructions have also been issued
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by other Office Officials under authority of the
mmissioner. Orders and Notices have served
various purposes including directions to the ex-
aminers giving them instruction, information,
interpretations and the like. Some may be for
the information of the public, advising what the
Office will do under specified circumstances.
Decisions
In addition to the statutory regulations, the
actions taken by the examiner in the examina-
tion of applications for patents are to a great
extent governed by decisions on prior cases.
Applicants dissatisfied with an examiner’s ac-
tion may have it reviewed. In general, that por-
tion of the examiner’s action pertaining to
objections on formal matters may be reviewed
by petition to the Commissioner of Patents and
Trademarks (see § 1002) and that portion of the
examiner’s action pertaining to the rejection of
claims on the merits, may be reviewed by ap-
é).eal to the Board of Appeals (see § 1201). The
istinction is set forth in 37 CFR 1.181 and 1.191.
In citing decisions as authority for his actions,
the examiner should cite the decision in the
manner set forth in § 707.06.

Publications Available from Superintendent
of Documents

Orders should be addressed and remittances made
payable to Superintendent of Documents, U.8. Gov-
ernment Printing Office, Washington, D.C, 20402,
Patent Official Guazette. The officlai journal of the

Patent and Trademark Office relnting to patents. Issued
each Tuesday, simultaneously with the weekly issuance
of patents, it containg a selected figure of the drawings
and a claim of each patent granted, indexes of patents,
list of patents available for licenso or gale, and general
information such ag orders, notices, changes in rules,
and changes in classification,

Annual Indewes. An index of the patents issued each
year is published in two volumes, one an aiphabetica)l
index of patentees and the other an index by subject
matter of inventlons. The two parts are sold separately.
Price varies from year to year, depending upon size of
the publication. An annual Index of Trademarks con-
tains an alphabetical index of trademark registrants,
registration numbers, dates published, classification of
goods for which registered, and decisions published
during the calendar year. Price varies from year fo
year, depending upon size of the publication.

Guide for Patent Draftsmen. Patent and Trademark
gmce requirements for patent drawings with illustra-

ons.

Menunl of Classification. A looseleaf volume Hst-
ing the numbers and descriptive titles of the more than
300 classes and 95,000 subclasses used in the subject
classification of patents, with an index to the classi-
fleations. Substitute and additions] pages, which are
included in the subscription service, are Issued from
time to time.

Manual of Patent Bramining Procedure. A looge-leaf
manual which serves primarily as a detailed reference
work on patent examining practice and procedure for
the Patent and Trademark Office’s Exomining Corpa.
Subscription service ineludes basic manual, quarterly
revislons, and change notices.

Patents and Inventions—An Information Aid to
Inventors. The purpose of this publication is to aid
inventors in deciding whether to apply for patents, in
obtaining patent protection, and in promoting their
inventions.

Patents: Spur to American Progress. Focuses on the
functioning of the patent system, outlining its purpose
and practices and chariing the “how-to" path to patenta,
It ilustrates how the system nurtures discovery of data
and devices on which the American parinership of in-
ventor, industry, and the public builds prosperity. This
publication is one of the U.8. Deparitment of Com-
merce’s “Enow Your Economic ABC's” series.

'The Story of the United States Patent and Trode-
mark Office. Cites important events in the development
of the United States patent system and lists chron-
ologically inventions baving important effécts on the
economy.

Patent Luws. Compilation of patent laws in force.

Patent Attorneys and Agents Registered to Prectice
Before The U.S. Patent aend Tredemarl Office. An
alphabetically and a geographicaily arranged listing
of patent attorneys and agents registered to practice
before the U.S. Patent and Trademark Office,

Title 37—Patents, Trademarks and Copyrights. Com-
pilation rules of practice before the U.S. Patent and
Trademark Office.

Publications Available From the Patent
and Trademark Office

Orders should be addressed to Patent and Trademark
Office, Washington, D.C. 20231. Remittances should
be made payable to Commissioner of Patents and
Trademarks., Postage stamps, Superintendent of
Documents coupons or other Government coupons
are not acceptable in payment of Patent and Trade-
mark Office fees.

Q & A About Patents, Brief, non-technical answers to
questions most frequently asked about patents. Free.

Q & A About Plant Patents. Same as above for plant
patents. Free,

General Information Concerning Patents. Contains a
vast amount of general information concerning the ap-
plication for and granting of patents, expressed in non-
technical language for the layman. Single copy free.
Mnultiple copies available from Superintendent of Docu-
ments, .

Patents. Copies of the specification and drawings of
all patents are available at 50 centy each, except design
patents. Design patents are 20 cents each. When order-
ing, identify the patent by the patent number, or give
full name of the inventor and approximate date of is-
suance of the patent. :

Classification Definitions. Contain the changes in
classification of patents as well ag definitions of new
and revised classes and sub-classes. Price is based upon
size of publication, minimum price 10 cents,

Weekly Closs Sheets. Lists showing classification of

"each patent in the weekly issue of the Pgient Oficial

Gazette,
Patent Cooperation Treaty. Free.





