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401  Patent and Trademark Office Cannot
Aid in Selection of Aftorney
37CFR 1.31.  Applicants may be represented by a registered

attorney or agendt,

Anapplicant for patent may file and prosecute his or her own case, or
he or she may be represented by a registered attorney, registered agent,
or other individual authorized to practice before the Patent and
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"Frademark Office inpatent cases. See §§ 10.6and 10.9of this subchapter.
The Patent and Trademark Office cannot aid in the selection of a
registered attoiney or agent,

An applicant for patent may file and prosecute his or
her own application, and thus act as his or her own repre-
sentative (pro se) before the Office. See 37 CFR 1.31. In
presenting (whether by signing, filing, submitting, or lat-
er advocating) papers to the Office, a pro se applicant is
making the certifications under 37 CFR 10.18(b), and
may be subject to sanctions under 37 CFR 10.18(c) for
violations of 37 CFR 10.18(b)(2). See 37 CFR 1.4(d)(2).
See also MPEP § 410,

If patentable subject matter appears to be disclosed in
a pro se application and it is apparent that the applicant is
unfamiliar with the proper preparation and prosecution
of patent applications, the examiner may suggest to the
applicant that it may be desirable to employ a registered
patent attorney or agent. It is suggested that Form Para-
graph 17.01 be incorporated in an Office action if the use
of an attorney or agent is considered desirable and if pat-
entable subject matter exists in the application.

% 17.01 Employ Services of Attorney or Agent

Anexamination of this application revealsthat applicant is unfamiliar
withpateniprosecuting procedure, Whilean inventormay prosecutethe
application, lack of skill in this field usually acts as a lability in affording
the maximum protection for the invention disclosed. Applicant is
advised to secure the services of a registered patent attorney or agentto
prosecute the application, since the value of a patentislargely dependent
upon skillful preparation and prosecation. The Office cannot aid in
selecting an attorney or agent.

Applicant is advised of the availability of the publication “Attorneys
and Agents Registered to Practice Before the U.S. Patent and Trademark
Office.” This publication is for sale by the Superintendent of Docu-
ments, U.S. Government Printing Office, Washington, D.C. 20402,

Examiner Note: :

The examiner should not suggest that applicant employ an attorney
or agent if the application appears to contain no patentable subject
matter,

402  Power of Attorney

37CFR 1.34.  Recognition for representation.

(a} Whon aregistered attorney or agent acting in a representa-
tive capacity appears inn person or signs a paper in practice before the
Patent and Trademark Office in a patent case, his or her personal
appearance or signature shall constitute a representation to the Patent
and Trademark Office that under the provisions of this Subchapter and
the law, he or she is authorized to represent the particular party in whose
behalf he or she acts. In filing such a paper, the registered attorney or
agent should specify his or her registration number with his or her
signature. Further proof of authority to act in a representative capacity
may be required,
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402 MANUAL OF PATENT EXAMINING PROCEDURE

(b) Whenan attorney or agent shalt have filed his or her powerof
attorney, or authorization, duly execated by the person or persons
entitied to prosecute an application or a patent involved in a reexamina-
tion proceeding, he or she is a principal attorney of record in the case. A
principal attorney or agent, so appointed, may appoint an associate
attorney or agent who shali also then be of record.

The Patent and Trademark Office will continue to give
effect to powers of attorney and authorizations of agent
naming firms filed, in patent applications before July 2,
1971, and in all divisions and continuations thereof not
requiring execution by the applicant. Powers of attorney
or authorizations of agent naming firms of attorneys or
agents filed in patent applications after July 2, 1971, will
not be recognized. However, the Patent and Trademark
Office will construe any such powers or authorizations
filed after July 2, 1971, as a direction to consider the
address of the firm as the correspondence address for
the application,

The privilege afforded by 37 CFR 1.34(a) as to recog-
nition of registered attorneys and agents not of record
will apply to all applications and reexamination proceed-
ings whether filed before or after July 2, 1971, Attention
is called to the replacement of 37 CFR 1.34(a) that a pa-
per filed by a registered patent attorney or agent in an
application in which he or she is not of record should in-
clude both his or her signature and number,

Powers of attorney and authorizations of agent under
37 CFR 1.34(b) naming one or more registered individu-
als, or all registered practitioners associated with a Cus-
tomer Number, may be made. See MPEP § 403 for Cus-
tomer Number practice.

Acceptance of papers filed in patent applications and
reexamination proceedings by registered attorneys and
agents upon a representation that the attorney or agent
is authorized to act in a representative capacity is for the
purpose of facilitating replies on behalf of applicants in
patent appiications and, further, to obviate the need for
filing powers of attorney or authorizations of agent in in-
dividual applications or patents when there has been a
change in composition of law firms or corporate patent
staffs. Interviews with a registered attorney or agent not
of record will, in view of 35 U.8.C. 122, be conducted only
on the basis of information and files supplied by the at-
torney or agent. A person acting in a representative
capacity may not sign a power of attorney or a document
granting access to an application,
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Usually a power of attorney is made a part of the
application oath or declaration. In order that this power
may be valid, the attorney or agent appointed must be
registered. A power of attorney or authorization given to
a registered Canadian patent agent, to be valid, must be
given by the applicants, all of whom are located in
Canada. See 37 CFR 10.6(c).

When an application for patent is filed accompanied
by a power of attorney or authorization of agent to a per-
son not registered to practice before the United States
Patent and Trademark Office, the Office of Initial Patent
Examination will send the official filing receipt directly
to the applicant, together with an explanatory letter.
A copy of the letter will be sent to the person named in
the power or authorization and a copy placed in the file
without being given a paper number, The name of the
unregistered person will not be placed on either the face
of the file or the PALM bib—data sheet and the examiner
will communicate only with the applicant directly at the
correspondence address specified by the applicant un-
less and until the applicant appoints a recognized practi-
tioner. An associate power of attorney or authorization
from the unregistered person will not be recognized or
accepted.

Form Paragraph 4.09 may be used to notify applicant
that the attorney or agent is not registered,

9 4.09 Unregisiered Attorney or Agent

An examination of this application reveals that applicant has
attempted to appoint an attorney or agent who is not registered to
practice before the U.S. Patent and Trademark Office, contrary to the
Codeof Federal Regulations, 37 CFR 1.31. Therefore, the appointment
is void, ab initio. We will not recognize the appointment and alf
correspondence concerning this application must be signed by: 1) all
named applicants {inventors), 2) all the owners of the rights to the
invention, or 3) a registered attorney or agent duly appointed by the
inventor(s) or the owner(s). Furthermore, all communications from the
Office will be addressed to the first named inventor, unless specific
instructions to the contrary are supplied by the named inventor(s) or
owner(s).

While an applicant may prosecute the application, lack of skill in this
tield usually acts a3 a liability in affording the maximum protection for
the invention disclosed. Applicant is, therefore, encouraged to secure
the services of a registered patent attorney or agent (ie., registered to
practice before the U.S. Patent and Trademark Office) to prosecute the
application, since the value of a patent is largely dependent upon skillful
preparation and prosecution.

The Office cannot aid you in selecting a registered attorney or agent,
however, we do have a publication which lists ali the patent attorneys and
agentswho are registered to practice before the Office. The publication,
“Attorneys and Agents Registered to Practice Before the U.S. Patent and
Trademark Office,” may be purchased from the Superintendent of
Documents, 1.5, Government Printing Office, Washington, D.C. 20402.
In addition, applicant may obtain this information: from the USPTO
Internet Web Site [httn:/fwwwauspto.gov/]; bywriting to the Commission-
er of Patents and Trademarks, Box OED, Washington, DC 20231; by
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REPRESENTATIVE OF INVENTOR OR OWNER 402

calling the Office of Enrollment and Discipline at (703) 306--4097; or,
through the Paient Assistance Center toll free number,
1(800)786—9159.

Examiner Note:

This form paragraph is to be used ONLY after ensuring that the
named representative is not registered with the Office. A PALMinquiry
should be first made and if no listing is given, the Office of Enroliment
and Discipline should be contacted to determine the current “recogni-
tion” status of the individual named by the applicant in a “power of
attorney.” If the named individual is NOT registered or otherwise
recognized by the Office, the correspondence address on the face of the
file shouldbe promptly changed to that of the first named inventor unless
applicant specifically provides a different “correspondence address.” A
copy of the Office communication incorporating this form paragraph
should also be mailed to the unregistered individual named by the
applicant in the “power of attorney.” If desired, you may include with
your communication, a kst of the registered practitioners from appli-
cant’s zip code copied from the above noted publication whick should be
available in the Director’s Office.

In the event of a need to file a change in the power of
attorney in a plurality of applications or patents of a
common assignee or inventive entity, a single, original
paper may be used provided that a reproduction of this
original paper is supplied in each of the affected applica-
tions or patents. The copy of the original paper must
identify in which application or patent the original paper
is located and authorize the public to inspect and copy
the original paper in the event one of the applications
containing a copy matures into or is a patent, and the
application containing the original paper is pending or
has become abandoned. See MPEP § 601.03. See MPEP
§ 201.06(c) for change in the power of attorney in contin-
vation or divisional applications filed under 37 CFR
1.53(b). See MPEP § 403 for the addition and/or dele-
tion of a practitioner from the list of practitioners associ-
ated with a Customer Number. For a representative of a
requester of reexamination see MPEP § 2213,

37 CFR 10.18  Signature and certificate for correspondence filed
in the Patent and Trademark Office.

(2) For all documents filed in the Office in patent, trademark,
and other non—patent matters, except for correspondence that is
required to be signed by the applicant or party, each piece of correspon-
dence filed by a practitioner in the Patent and Trademark Office must
bear a signature, personally signed by such practitioner, in compliance
with § 1.4¢d}(1) of this chapter.

(b) By presenting to the Office (whether by signing, filing,
submitting, or later advocating) any paper, the party presenting such
paper, whether a practitioner or non—practitioner, is certifying that——

(1) All statements made therein of the party’s own knowl-
edge are true, all statements made therein on information and beliefare
believed to be true, and all statements made therein are made with the
knowledge that whoever, in any matter within the jurisdiction of the
Patent and Trademark Office, knowingly and willfully falsifies, conceals,
or covers up by any trick, scheme, or device a material fact, or makes any
false, fictitious or fraudulent statements or representations, or makes or
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uses anyfalse writing or document knowing thesame tocontain any false,
fictitious or fraudulent statement or entry, shall be subject to the
penalties set forth under 18 U.S.C. 1001, and that violations of this
paragraph may jeopardize the validity of the application or document, or
the validity or enforceability of any patent, trademark registration, or
certificate resulting therefrom; and

(2} To the best of the party’s knowledge, information and
belief, formed after an inguiry reasonable under the circumstances, that

() 'The paper is not being presented for any improper
purpose, such as to harass someene or to cause unnecessary delay or
needless increase in the cost of prosecution before the Office;

(i) The claims and other legal contentions therein are
warranted by existing law or by a nonfrivolous argument for the
extension, modification, or reversal of existing law or the establishment
of new law;

(iii) The allegations and other factual contentions have
evidentiary support or, if specifically so identified, are likely to have
evidentiary support after a reasonable opportunity for further investiga-
tion or discovery; and

(iv) The denials of factual contentions are warranted on
the evidence, or if specifically so identified, are reasonably based on a
lack of information or belief.

(c) Violationsof paragraph (b){1) of this section by a practition-
er or non—practitioner may jeopardize the validity of the application or
document, or the validity or enforceability of any patent, trademark
registration, or certificate resulting therefrom. Violations of any of
paragraphs (b)(2)(i) through (iv) of this section are, after notice and
reasonable opportunity to respond, subject to such sanctions as deemed
appropriate by the Commissioner, or the Commissioner’s designee,
which may inciude, but are not limited to, any combination of —-—

(1) Holding certain facts to have been established;

{2} Returning papers;

(3} Precluding a party from filing a paper, or presenting or
contesting an issue;

(4) Tmposing a monetary sanction;

(5) Requiring a terminal disclaimer for the period of the
delay; or

{6) Terminating the proceedings in the Patent and Trade-
mark Office.

(d) Any practitioner violating the provisions of this section may
also be subject to disciplinary action. See § 10.23(c)(15).

37 CFR 10.18(a) emphasizes that every paper filed by
a practitioner must be personally signed by the practi-
tioner, except those required to be signed by the appli-
cant or party. 37 CFR 10.18(b) provides that, by present-
ing any paper to the Office, the party presenting such pa-
per (whether a practitioner or nonpractitioner) is:
(1) certifying that the statements made therein are sub-
ject to the declaration clause of 37 CFR 1.68; and (2}
making the certifications required for papers filed in a
federal court under Rule 11(b) of the Federal Rules of
Civil Procedure, See MPEP § 410. 37 CFR 10.18(d) pro-
vides that any practitioner violating the provisions of
37 CFR 10.18 may also be subject to disciplinary action
(see 37 CFR 10.23(c)(15)), thus clarifying that a practi-
tioner may be subject to disciplinary action in lieu of, or
in addition to, the sanctions set forth in 37 CFR 10.18(c)
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for violations of 37 CFR 10.18. See also 37 CFR
1.4(d)(2).

The certifications in 37 CFR 10.18(b) apply to all pa-
pers filed in the Office, including allegations of improper
conduct made by a registered practitioner in any Office
proceeding.

37 CER 10.11. Remwoving names from registers.

(a) Registered attorneys and agents shall notify the Director of
any change of address. Any notification to the Director of any change of
address shall be separate from any notice of change of address filed in
individual applications.

(b} Aletter may be addressed to any individual on the register, at
the address of which separate notice waslast received by the Director, for
the purpose of ascertaining whether such individual desires to remain on
the register. The name of any individual failing to reply and give any
information requested by the Director within a time limit specified will
be removed from the register and names of individuals so removed will
be published in the Official Gazette. The name of any individual so
removed may be reinstated on the register as may be appropriate and
upon payment of the fee set forth in § 1.21(a)}(3) of this subchapter.

See also MPEP § 1702,

402.01  Exceptions as to Registration

37CFR 10.9.  Limited recognition in patent cases.

{a) Any individual not registered under § 10.6 may, upon a
showing of circumstances which render it necessary or justifiable, be
given limited recognition by the Director to prosecute as attorney or
agent a specified application or specified applications, but limited
recognition under this paragraph shall not extend further than the
application or applications specified.

(b) Whenregistration ofaresidentalien under paragraphs (a) o
(b) of § 10.6 is not appropriate, the resident alien may be given limited
recognition as may be appropriate under paragraph {a) of this section.

Sometimes in a joint application one of the coinven-
tors gives to the other the power of attorney in the ap-
plication. Such power will be recognized even though the
one to whom it is given is not registered,

If a request for special recognition accompanies the
application, the Oftice of Initial Patent Examination will
forward the file to the Director of the Office of Enroll-
ment and Discipline.

402.02 Appointment of Associate Attorney

or Agent

The principal attorney or agent may appoint an asso-
ciate attorney or agent as provided in 37 CFR 1.34. The
associate attorney may not appoint another attorney.
See also MPEP § 406.
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402.05 Revocation

37CFR1.36.  Revocationofpowerofattomeyorauthorization;
withdrawal of attorney or agent.

A power of attorney or authorization of agent may be revoked at any
stage in the proceedings of a case, and an attorney or agent may
withdraw, upon apptication to and approval by the Commissioner. An
attorney or agent, except an associate attorney or agentwhose address is
the same as that of the principal attorney or agent, will be notified of the
revocation of the power of attorney or authorization, and the applicant
or patent owner will be notified of the withdrawal of the attorney or
agent. Anassignment will notitself operate as a revocation of a power or
authorization previously given, but the assignee of the entire interest
ray revoke previous powers and be represented by an attorney or agent
of the assignee’s own selection. See § 1.613(d) for-withdrawal of an
attorney or agent of record in an interference.

Upon revocation of the power of attorney, appropri-
ate notification is sent by the technical support staff of
the examining group.

Revocation of the power of the principal attorney re-
vokes powers granted by him or her to other attorneys.

Revocation of the power of attorney becomes ef-
fective on the date that the revocation is RECEIVED
in the Office (in contradistinction to the date of AC-
CEPTANCE).

402.06 Attorney or Agent Withdraws

See 37 CFR 1.36 in MPEP § 402.05. See also 37 CFR
10.40.

In the event that a notice of withdrawal is filed by the
attorney or agent of record, the file will be forwarded to
the Group Director of the examining group where the
application is assigned where appropriate procedure will
be followed pertaining to the withdrawal. The withdraw-
al is effective when approved rather than when received.

To expedite the handling of requests for permission to
withdraw as attorney, under 37 CFR 1.36, Form PTO/
SB/83 may be used. Because the Office does not recog-
nize law firms, each attorney of record must sign the no-
tice of withdrawal, or the notice of withdrawal must con-
tain a clear indication of one attorney signing on behalf
of another.

The Commissioner of Patents and Trademarks usually
requires that there be at least 30 days between approval
of withdrawal and the later of the expiration date of a
time period for reply or the expiration date of the period
which can be obtained by a petition and fee for extension
of time under 37 CFR 1.136(a). This is so that the appli-
cant will have sufficient time to obtain other representa-
tion or take other action. If a period has been set for re-
ply and the period may be extended without a showing of
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REPRESENTATIVE OF INVENTOR OR OWNER 402,06

cause pursuant to 37 CFR 1.136(a) by filing a petition for
extension of time and fee, the practitioner will not be re-
quired to seek such extension of time for withdrawal to
be approved. In such a situation, however, withdrawal
will not be approved unless at least 30 days would remain

between the date of approval and the last date on which
such a petition for extension of time and fee could prop-
erly be filed.

For withdrawal during reexamination proceedings,
see MPEP § 2223.
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Please ype 2 plus sign (+) Inside this box = D Approved for wse through 5@@2?%’33%%5?&9:;
Patent andd Teademark Office; U,S. DEPARTMENT OF COMMERGE
Under the Paperwork Reduction Act of 1995, no persons are requirad to respond to a collestion of information unkess it displays & valid OMB control number,
4 Application Mumber Y
Fling Date
REQUEST FOR WITHDRAWAL Firat Named inventor
AS ATTORNEY OR AGENT Group Art Unit
Examirer Name
k Attorney Docket Number y.

To: Agsistant Commissioner for Patents
Wasghington, DC 20231

I hereby apply to withdraw as attorney or agent for the above identifiod application,

The reasons for this requast are:

1. D The correspundence address is NOT affected by this withdrawal,
2, D Change the correspondence address and direct all future corresponderice to:

CORRESPONDENCE ADDRESS

Place Custorner Number
D Customer Number iR
OR

Bar Code Labs! here

Firm or
Individual Name

Address
Address
City
Country

[ stete | |z |

Telaphone

[ Fax |

This request is enclosed in triplicate.

Name

Signature

Dats

NOTE: Withdrawal Is effective when approvad rather than when received,

Unless there are at least 30 days between appraval of withdrawal and the expiration date of a time
period for response or possible extension periad, the request to withdraw is normelly disapproved,

Burden Hour Statement: This form is astimated to take 0.2 hours to complate. Time will vary depending upon the newds of the individual case. Any comments
on the amount of time you are redquired to complete this form should be sent 2 the Chisf Information Cfficer, Patent annd Trad k Office, Washi o]

26231, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, Washington, DC 20231,
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REPRESENTATIVE OF INVENTOR OR OWNER

402,07 Assignee Can Revoke Power of
Aitorney of Applicani

The assignee of record of the entire interest can re-
voke the power of attorney of the applicant unless an
“irrevocable” right to prosecute the application had
been given as in some government owned applications.

37 CFR 3.71.  Prosecution by assignee.

The assignee of record of the entire right, title, and interest in an
application for patent is entitled to conduct the prosecution of the patent
application to the exclusion of the named inventor or previous assignee.
The assignee of a registered trademark or a trademark for which an
application to register has been filed is entitled to conduct the
prosecution of the trademark application or registration to the exclusion
of the original applicant or previous assignee.

See 37 CFR 1.36 in MPEP § 402.05.

A power of attorney by the assignee of the entire inter-
est revokes all powers given by the applicant and prior as-
signees if the assignee establishes their right to take ac-
tion as provided in 37 CFR 3.73(b). See MPEP § 324.
Ordinarily, the applicant will still have access to the ap-
plication (MPEP § 106).

In an application that has been accorded status under
37 CFR 1.47(a), or for which status under 37 CFR
1.47(a) has been requested, a power of attorney given by
the inventors who have signed the declaration (available
inventors) may be revoked by an assignee of the entire
interest of the available inventors. Rights of the assignee
to take action may be established as provided in 37 CFR
3.73(b) and MPEP § 324.

402.08 Application in Inferference

While an application is involved in interference, no
power of attorney of any kind should be entered in such
application by the technical support staff of the examin-
ing group.

If a power of attorney or revocation is received for an
application which is in interference, it should be for-
warded to the Service Branch of the Board of Patent Ap-
peals and Interferences because all parties to the inter-
ference must be notified.

402.09 International Application

37 CFR 1.455. . Representation in international applications.
(a) Applicants ofinternational applications may be represented

by atiorneys or agents registered to practice before the Patent and

Trademark Office or by an applicant appointed as a common representa-

tive {PCT Axt. 49, Rules 4.8 and 90 and § 10.10). If applicants have not

appointed an attorney or agent or one of the applicants to represent
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them, and there is more than one applicant, the applicant first named in
the request and who js entitled to file in the U.S, Receiving Office shall
be considered to be the common representative of all the applicants. An
atiorneyor agent having the right to practice before a national office with
which an international application is filed and for which the United
States is an International Searching Authority or International Prelimi-
nary Examining Authority may be appointed to represent the applicants
in the international application before that authority. An attorney or
agent may appoint an associate attorney or agent who shall also then be
ofrecord (PCT Rule 90.1(d)). The appointment.of an attorney or agent,
or of a common representative, revokes any earlier appointment unless
otherwise indicated (PCT Rule 90.6(b) and (c)).

(b) Appointment of an agent, attorney, or common representa-
tive (PCT Rule 4,8) must be effected either in the Request form, signed
by all applicants, or in a separate power of attorney submitted either to
the United States Receiving Office or to the International Bureau.

{c) Powers of attorney and revocation thereof should be sub-
mitted to the United States Receiving Office until the issuance of the
international search report.

(d) The addressee for correspondence will be as indicated in
Section 108 of the Administrative Instructions.

For representation in international applications, see
MPEP § 1807.

402.10 Appointment/Revocation by Less

Than All Applicants or Owners

Papers giving or revoking a power of attorney in an ap-
plication generally require signature by all the applicants
or owners of the application, Papers revoking a power of
attorney in an application (or giving a power of attorney)
will not be accepted by the Office when signed by less
than all of the applicants or owners of the application un-
less they are accompanied by a petition and fee under
37 CFR 1.182 giving good and sufficient reasons as to
why such papers should be accepted. The petition should
be directed to the Office of Petitions. The acceptance of
such papers by petition under 37 CFR 1.182 will result in
more than one aftorney, agent, applicant, or owner
prosecuting the application at the same time. Therefore,
each of these parties must sign all subsequent replies
submitted to the Office. See In re Goldstein, 16 USPQ2d
1963 (Dep. Assist. Comm’r Pat. 1988). In an application
filed under 37 CFR 1.47(a)}, an assignee of the entire in-
terest of the available inventors who have signed the dec-
laration may appoint or revoke a power of attorney with-
out a petition under 37 CFR 1.182. See MPEP § 402.07.
However, in applications accepted under 37 CFR 147,
such a petition under 37 CFR 1.182 submitted by a pre-
viously nonsigning inventor who has now joined in the
application will not be granted. See MPEP § 409.03(i).
Upon accepting papers appointing and/or revoking a
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power of attorney that are signed by less than all of
the applicants or owners, the Office will indicate to
applicants who must sign subsequent replies. An indica-
tion wili be placed on the file wrapper as to the number of
signatures necessary for accepting subsequent replies
and the paper number(s) where the split powers of attor-
ney appear. Dual correspondence will still not be per-
mitted. Accordingly, when the acceptance of such papers
results in an attorney or agent and at least one applicant
or owner prosecuting the application, correspondence
will be mailed to the attorney or agent. When the accep-
tance of such papexs results in more than one attorney or
agent prosecuting the application, the correspondence
address will continue to be that of the attorney or agent
first named in the application, unless all parties agree.
Each attorney or agent signing subsequent papers must
indicate whom he or she represents.

‘The following are examples of who must sign replies
when there is more than one person responsible for
prosecuting the application:

(A) If coinventor A has given a power of attorney
and coinventor B has not, replies must be signed by the
attorney of A and by coinventor B.

(B) If coinventors A and B have each appointed
their own attorney, replies must be signed by both
attorneys.

403  Correspondence — With Whom Held

37CFR 133 Correspondence respecting patent applications,
reexarnination proceedings, and other proceedings.
(a) The applicant, the assignee(s) of the entire interest (sce
§§ 3.71 and 3.73) or an attorney or agent of record (see § 1.34(b)) may
specify a correspondence address to which communications about the
application are to be directed. All notices, official letters, and other
communications in the application will be directed to the correspon-
dence addtess or, if no such correspondence address is specified, to an
attorney or agent of record (see § 1.34(b)), or, if no attorney or agent is
of record, to the applicant, so long as a post office address has been
furnished in the application. Double correspondence with an applicant
and an attorney or agent, or with more than one attorney or agent, witl
not be undertaken. If more than one attorney or agent is made of record
and a correspondence address has not been specified, correspondence
will be held with the one last made of record.
{0y Amendments and other papers filed in the application must

be signed by:

(1) Anattorney or agent of record appointed in compliance
with § 1.34(b);

{2) Anregistered attorney or agent not of record who actsin a
representative capacity under the provisions of § 1.34(a);

(3} Theassignee of record of the entire interest, if there is an
assignee of record of the entire interest;
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{4) Anassignee of record of an undivided part interest, and
any assignee(s) of the remaining interest and any applicant retaining an
interest, if there is an assignee of record of an undivided part interest; or

{33 Allof the applicants (§§ 1.42, 1.43 and 1.47) for patent,
unless there is an assignee of record of the entire interest and such
assignee has taken action in the application in accordance with §§ 3.71
and 3.73. ‘

(¢} Allnotices, official letters, and other communications for the
patentowner or ownersin areexamination proceedingwill be directed to
the attorney or agent of record (see § 1.34(b)} in the patent file at the
address listed on the register of patent attorneys and agents maintained
pursuant to §§ 10.5 and 10.11 or, if no attorney or agent is of record, to
the patent owner or owners at the address or addresses of record,
Amendments and other papers filed in a reexamination proceeding on
behalfof the patent owner must be signed by the patent owner, orif there
is more than one owner by all the owners, or by an attorney or agent of
recordin the patent file, orby a registered attorney or agent not of record
who acts in a representative capacity under the provisions of § 1.34(a).
Double correspondence with the patent owner or owners and the patent
owner’s attorney or agent, or with more than one attorney or agent, will
not be undertaken. If more than one attomey or agent is of record and a
correspondence address has not been specified, correspondence will be
held with the last attorney or agent made of record.

(d} A“correspondence address” or change thereto may be filed
with the Patent and Trademark Office during the enforceable life of the
patent. The “correspondence address” will be used in any correspon-
dence relating to maintenance fees unless a separate “fee address” has
beenspecified. See § 1.363 for “fee address” used solely for maintenance
fee purposes. :

37 CFR 1.33(a) provides for an applicant to supply an
address to receive correspondence from the Patent and
Trademark Office so that the Patent and Trademark
Office may direct mail to any address of applicant’s
selection, such as a corporate patent department, a firm
of attorneys or agents, or an individual attorney, agent,
or other person.

37 CFR 1.33 states that when an attorney has been
duly appointed to prosecute an application correspon-
dence will be held with the attorney unless some other
correspondence address has been given. Double corre-
spondence with an applicant and his or her attorney, or
with two representatives, will not be undertaken. See
MPEP § 403.01, § 403.02, and § 714.01(d).

If double correspondence is attempted, Form Para-
graph 4.01 should be included in the next Office action.

i 401 Dual Corespondence
Applicant has appointed an attorney or agent to conduct all business

“before the Patent and Trademark Office. Double correspondence with

an applicant and applicant’s attorney or agent will not be undertaken.
Accordingly, applicant is required to conduct all future correspondence
with this Office through the attorney or agent of record. See 37 CFR
1.33. :

400 — 8
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Examiner Note:

1. 'The first time a reply is received directly from applicant, include
this paragraph in the Office action and send a copy of the action to the
applicant. See MPEP §§ 403 and 714.01.

2. Should applicant file additional replies, do not send copies of sub-
sequent Office actions to the applicant.

3. Status letters from the applicant may be acknowledged in isolated
instances.

In a joint application with no attorney or agent, the
applicant whose name first appears in the papers re-
ceives the correspondence, unless other instructions are
given, All applicants must sign the replies. See MPEP
§ 714.01(a). If the assignee of the entire interest is prose-
cuting the application (MPEP § 402.07), the assignee
may specify a correspondence address.

37 CFR 1.33(c) relates to which address communica-
tions for the patent owner will be sent in reexamination
proceedings. See also MPEP § 2224,

Powers of attorney to firms filed in executed applica-
tions filed after July 2, 1971, are not recognized by the
Patent and Trademark Office. However, the firm’s ad-
dress will be considered to be the correspondence ad-
dress. The address should appear as follows:

John Doe (inventor)

In care of Able, Baker, and Charlie (firm)
1234 Jefferson Davis Highway

Arlington, Virginia 22202

See MPEP § 601.03.

See MPEP § 201.06(c) regarding change of correspon-
dence address in continuation or divisional applications
filed under 37 CFR 1.53(b).

CUSTOMER NUMBER PRACTICE

A Customer Number (previously a “Payor Number”)
may be used to:

(A) designate the correspondence address of a
patent application by a Customer Number such that the
correspondence address for the patent application
would be the address associated with the Customer
Number;

(B) designate the fee address (37 CFR 1.363) ofa
patent by a Customer Number such that the fee address
for the patent would be the address associated with the
Customer Number; and

(C) submit a list of praciitioners by Customer
Number such that an applicant may in a Power of

400 - 9

Attorney appoint those practitioners associated with the
Customer Number.

Thus, a Customer Number may be used to designate
the address associated with the Customer Number as the
correspondence address of an application (or patent) ox
the fee address of a patent, and may also be used to sub-
mit a power of attorney in the application (or patent) to
the registered practitioners associated with the Custom-
er Number.

The following forms are suggested for use with the
Customer Number practice:

(A) the “Request for Customer Number” (PTO/
SB/125) to request a Customer Number;

(B) the “Request for Customer Number Data
Change” (PTQ/SB/124) to request a change in the data
(address or list of practitioners) associated with an
existing Customer Number; '

(C) the “Change of Correspondence Address,
Application” (PTO/SB/122) to change the correspon-
dence address of an individual application to the address
associated with a Customer Number;

(D) the “Change of Correspondence Address,
Patent” (PTO/SB/123) to change the correspondence
address of an individual patent to the address associated
with a Customer Number; and

(B} the “Correspondence Address Indication
Form” (PTO/SB/121) to change the correspondence
address of a list of applications or patents to the address
associated with a Customer Number.

The Office will also accept requests submitted elec-
tronically via a computer—readable diskette to:

(A) change the correspondence address of a list of
applications or patents or the fee address for a list of
patents to the address associated with a Customer
Number; and

(B) submit a power of attorney in a list of
applications or patents to the registered practitioners
assoctated with the Customer Number.

Such electronic requests must be submitted in the
manner set forth in the Notice entitled “Extension of
the Payor Number Practice (through “Customer Num-
bers”) to Matters Involving Pending Patent Applica-
tions,” published in the Federal Register at 61 FR 54622,
5462324 (October 21, 1996), and in the Official Gazette
at 1191 O. G. 187, 188—89 (October 29, 1996).
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The Customer Number practice does not affect the
current practice of permitting a patentee to provide a
“fee address” for the receipt of maintenance fee corre-
spondence. A patentee will be able to designate a “fee
address” for the receipt of maintenance fee correspon-
dence, and a different address for the receipt of all other
correspondence. The designation of a “fee address” by
reference to a Customer Number will not affect or be af-
fected by the designation of a correspondence address by
reference to another Customer Number, in that the
Ottice will send maintenance fee correspondence to the
address associated with the Customer Number desig-
nated as the “fee address” and will send all other corre-
spondence to the address associated with the Customer
Number designated as the correspondence address.

The association of a list of practitioners with a Cus-
tomer Number will permit an applicant to appoint all of
the practitioners associated with the Customer Number
merely by reference to the Customer Number in the
Power of Attorney (i.e., without individuaily listing the
practitioners in the Power of Attorney). The addition
and/or deletion of a practitioner from the list of practi-
tioners associated with a Customer Number will result in
the addition or deletion of such practitioner from the list
of persons authorized to represent any applicant who ap-
pointed all of the practitioners associated with such Cus-
tomer Number. This will avoid the necessity for the filing
of additional papers in each patent application affected
by a change in the practitioners of the law firm prosecut-
ing the application. The appointment of practitioners as-
sociated with a Customer Number will be optional, in
that any applicant may continue to individuaily name
those practitioners to represent the applicant in a patent
application.

The Customer Number practice does not affect the
prohibition against and does not amount to an appoint-
ment of a law firm (rather than specified practitioners).
The Office prohibits an appointment of a specified law
firm because the Office cannot ascertain from its records
whether a particular practitioner submitting a paper to
the Office is associated with the law firm specified in an
appointment. The Office will permit an appointment of

all of the practitioners associated with a specified Cus-
tomer Number because the Office can ascertain from its
records for the specified Customer Number whether a
particular practitioner is associated with such Customer
Numbez.

As the Office will not recognize more than one corre-
spondence address (37 CFR 1.33(a)), any inconsisten-
cies between the correspondence address resulting from
a Customer Number being provided in an application for
the correspondence address and any other correspon-
dence address provided in that application would be re-
solved in favor of the address of the Customer Number.
Where an applicant appoints all of the practitioners as-
sociated with a Customer Number as well as a list of indi-
vidually named practitioners, such action would be
treated as only an appointment of all of the practitioners
associated with a Customer Number due to the potential
for confusion and data entry errors in entering registra-
tion numbers from plural sources. Customer Numbers
are designed to serve the dual purpose in an application
of providing a correspondence address, and providing
the list of practitioners appointed with a power of attor-
ney. Due to the prohibition against dual correspondence
in an application (37 CFR 1.33(a)), an applicant will be
permitted to provide only a single number at a time as
the Customer Number, and thus correspondence ad-
dress, for the application. In an instance in which an ap-
plicant provides more than one Customer Number as the
correspondence address, the last provided Customer
Number is controlling. Thus, the appointment of a
plurality (much less a large number) of Customer Num-
bers will result in the Office recognizing only the last
mentioned Customer Number. Applicants are strongly
cautioned not to attempt to appoint more than one Cus-
tomer Number in a single communication, as such action
will aot have a cumulative effect.

The Office has created a box designation for corre-
spondence related to a Customer Number (“Box CN”),
and all correspondence related to a Customer Number
(e-g., requests for a Customer Number) should be ad-
dressed to this box designation.
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REPRESENTATIVE OF INVENTOR OR OWNER

Ploase type a pius sign (+) Inside this box —

PTO/SB/M21 (11-86)
Approved for use through 6/30/99. OMB 0651-0035

Patent and Trademark Office; U.S. DEFARTMENT OF COMMERCGE

Usnider the Paperwork Reduction Act of 1985, no persans are required to respand to a collection of information unfess it displays a valid OMB contro! aumber.

é : Address to: )
CORRESPONDENCE
ADDRESS gssisz?gt Commissioner for Patents
OX
INDICATION FORM Washington, DC 20231
\ ,

] customer Number

OR

Please recognize the following address as the corespondence address:

__.........._...............b.

Type Customer Number here

Place Customer Number
Bar Codo Labal here

[7] Request for Customer Number (PTO/SB/126} submitted herewith.

In the following listed application(s) or patent(s) :

Patent Number o Patent Date U.8, Filing
(itappropriate) Application Number (IFappropriate) Date
;fiﬁ?:doir\lame (check ane)
[C] Avpticant or Patentee
[:I Asslgnes of record of the entire
Slgnature Interest. Cerlificate under
a7 CFR 3.73(b) s enclosed.
Date E] Attorney or agent of record
Address of signen (Feg. No.)

Burdon Hour Statement: This form ig estimate
comments on the amourt of time you ata required 1o comp
Washington, DC 20231. DO NOT SEND FEES OR CONPLETED FORMS TO THIS ADDRI

Washington, DG 20231,

400 — 11

d to take 0.2 howss to complete. Time will vary depending tpon the reeds of the individual case. Any
lete this form should be sent to the Chief Information Officer, Patent and Trademark Office,
E6S. SEMD TO: Assistant Commissioner for Patents, Box CN,

493

July 1998



Eisd

403

MANUAL OF PATENT EXAMINING PROCEDURE

Ploase type 2 plus sign (+) Inskde this box = [:]

PTO/SB/122 (11-96)

Approved for use through  6/39/39, QMB 06510035

Patent and Trademark Offive: U.S. DEPARTMENT OF COMMERGCE
Undor the Paperwork Reduction Act of 1995, no persons are required to respond to a coliestion of information unless it displays a valid OMB control number.

r— Application Numb N
CHANGE OF pplication Mumber
CORRESPONDENCE ADDRESS| M9
App[icaﬁon First Nemed Inventor
Addrass to: GNJNP. Art Unit
Assistant Commissionerfor Patents Examiner Name
k“.%\J’ashington. D.C. 20231 Aoy Docket Moy >

‘{Flease change the Correspondence Address for the above-identified application
to:

[l Customer Number | i

Type Customer Number here

OR

Flace Customer
Mumber Bar Code
Label hore

Firm or
individual Name

Address

Address

City | state [

| 21p|

Country

Telephone

Fax

Number Data Change” (PTO/SB/124).

| am the :

D Applicant.

[T  Assignee of record of the entire interest,
Certificate under 37 CFR 3.73({b} is enclosed.

D Attorney or agent of record

This form cannot be used to change the data associated with a Customer Number. To
change the data associated with an existing Customer Number use “Request for Customer

Typed or
Prnted Name

Signatura

Date

VN

Burden Hour Statement: ?r'his form is estimated to take 0.2 hours to complete. Time will vary depending upon the needs of the individusl case. Any
tomments on the amount of tima you are required to complete this form shoukl bo sent to the Chlef Information Officer, Fatent and Trademark Office,
Washington, D 20231, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Asskstant Commissioner for Patents,

+ Washington, DG 20231,
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PTO/SB123 (8-96)

Please fype o phis slgn (+) inside this box -)aD Approved for use through 6/30/89, OMB 06510035
Patent and Trademark Office: U.S. DEFARTMENT OF COMMERCE

Under tha Paperwork Reduction Act of 1395, no persons are required to respond to a collection of information unless it displays a vafld OMB contrel numbar.

é Patont Numbaor )
CHANGE OF
CORRESPONDENCE ADDRESS | 'ssue Date
Patent Application Number
Address to; Filing Date
Assistant Commissioner for Patents
\\:‘Vashington. D.C. 20231 First Named Inventor y.

Please change the Correspondence Address for the above-identified application to:
Placo Customer
[] Customer Number I —_— Number Bar Cods
Type Customer Number here Labsl here
OR
Firm or
Individuat Name
Address
Address
City | stato | [ 2]
Country
Telephone Fax

This form cannot be used to change the data associated with a Customer Number. To
change the data associated with an existing Customer Number use “Request for Customer
Number Data Change” (PTO/SB/124).

This form will not affect any “fee address” provided for the above-identified patent. To
change a “fee address” use the “Fee Address Indication Form" (PTC/SB/47).

famthe :
D Patentee.

Assignee of record of the entire interest.
Certificate under 37 CFR 3.73(b) is enclosed.

] Attorney or agent of record .

Typed or
Printed Name

Signature

Cate

Burden Hour Statement: This form Is estimated to take 0.2 hours 1o complete. Time will vary depending upon the needs of the individusl case. Any
comments on the amocunt of time you are required 1o complete this form should be sent to the Chief Infermation Cfficer, Palent and Trademark Otfce,
Washington, DC 20231, DO NOT SEND FEES OR COMPLETED FORMS TQ THIS ADDRESS. SEND TO: Assistant Comemissionar for Patents,

Washington, DC 20231.

400 — 13
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ficl tus si inside this ko PTO/SB/M24A (8-96)
Please ype & pllis sign () Iskde this box -3 D Approved for use through 6/30/39. OMB €651-0035

Patent and Trademark Offico; U.S. DEPARTMENT OF COMMERCE
Under the Paperwork Reduction Act of $995, no paraons are required to respond to a solloction of information unless & displays a valid OMB contrel number.

' _ 3
Address to:
Regquest for
Cust@mer Numbef Assistant Commissioner for Patents

Box CN
Data Change Washington, DC 20231

. o

To the Commissioner of Patents and Trademarks:
Please record the following data changes to Customer Number:
Place Customer Number

| il | Bar Codo Label horo

Type Customer Number here f

{:3 Piease change Correspondence Address to:

Flrm or
individual
Name

Address

Address

City l State 1 ‘ZIF’I

Country

Telephane Fax

e
[:] Please defete the following practitioner registration number(s) from the Customer Number indicated above:

I | | | | | | | |
l | || | | | | |
I | | || | | | | a

D Please add the following practitioner reglstration number(s) to the Customer Number indicated above;

l | | | 1 | | | |
! | | | 1 | | | | |

[} Addiional practitioner registration numbers are listad on supplemental shest(s) attached hereto

Request Submitted by:

Firm Namae {if applicable)

MName of Person
submitting request

Signature

Telephone Number Date

..E..

. -
Burden Hour Statement: This form s estimated to take 0.2 hours to complote. Time will vary depending upon the needs of the individua! case. Any

comments on the ameunt of time you are required to completo this form should be sent to the Chie! Infermation Officer, Patent and trademark Office,
Washington, DC 20237, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TC: Assistant Commissloner for Patents, Box CN,

Washington, DG 20231,

400 - 14
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PTO/MSB/1248 (866}
Approved for use through 6/30/99.  OMB 0851-0035
Fatent and Tradomask Office: U.S. DEPARTMENT OF COMMERCE

iUnder the Paperwork Reduction Act of 1995, ao | &te reguired to respond to & collection of information unfess it displays a valid OMB contrel number.
4 )
Request for Practitioner Reglsiration Number
Customer Number Supplemental Sheet
Data Change Page of Pages |

Please record the following data
changes to Customar Number:

Tothe Commissioner of Patents and Trademarks:

Place Customer Number

B Bar Code Lalel here

[:I Please delete the following practitioner registration number(s) from the Customer Number indicated above:

| | |

I
|
|
| | |
|
I

I
|| | |
| | | |
| | |
| | | |
| | | |
|| | |

|
|
I
!
|
|
|

E:] Please add the following practitioner registration number(s) to the Customer Number Indicated above:

||

| |

I
I
I
I
I
I
I

| | |
| | ||
1 |
| | | |
| | |
| | | |
|| | |

Firm Name

Date

{"1 Additional supplemental sheet(s) attached hereto

Burden Hour Statement: This form is estimated to take 0.2 hours to complete. Time will vary depenting upon the needs of the individual case. Any
somments on the amount of time you are required to completo thiy form should ba sont fo the Chief information Cfficer, Patent and Trademark Office,
Washington, DG 20231, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant Commissioner for Patents, Box CN,

Washington, DG 20231,

400 — 15
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Please type a plus sign (+) insida this box =~ {:i
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PTO/SB/25A, (8496)
Approved for uso through 8/30/9%.  OMB (06510035
Patent and Trademark Cffice; U.8. DEPARTMENT OF COMMERCE

Under lhé Paperwork Redustion Act of 1995, no persons are requized to respond to a collestion of infermation unless it displays a valid OMB control number,

f"

.

Request for
Customer Number

Address to: h

Assistant Commissioner for Patents
Baox CN
Washington, DC 20231

Tothe Commissioner of Patents and Trademarks:
Please assign a Customer Number to the Correspondence Address indicated befow.

Firm of
Individual
Name

Address

Address

City

I State | l ZIPI

Country

Telephone

Fax

Piease assoclate the following practitlonsr reglstration number(s)with the Customer Numbsr assigned to the
Correspondence Address cited above,

I
l
|
i
I
l

| |
| |
|
| |
|

| | | |
| | |
| | |
| | I
| | ||
|1 |

{1 Additional practiticner registration numbers are listed on supplemental sheet(s) attached hereto

Request Submiited by:

Firm Name (if applicable)

Name of person
submitting request

Signature

Talephone Number

™

Burden Hour Statement: This form & estimated to take 0.2 hours fo complate. Time will vary depending upon the needs of the individual case. Any
gomments an the amount of time you are required to complete this form should be sant to the Chief information Cificer, Patent and Tradematk Office,

._.gu

Washington, DC 20231, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS, SEND TO: Assistapt Commissioner for Patents, Hox

CN, Washington, DG 20231,
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PTCO/SB/EEE (8-96)
Approved for use thiough 63099,  OMBS 0651-0035
Patent and Trademark Office; U.5. DEPARTMENT OF COMMERCE

Under the Papanwork Roduction Act of 1995, no persans aro required to respond 1o & callection of information uniess it displays a valid OMB control number,

- N
Practitioner Registration Mumber
'Cusﬁ;ﬁﬁ;xber Suppiemental Sheet
| Page of Pages y

Please associate the following practitioner registration number{s) with the Customer Number assigned to the
Correspondence Address cited cn Request for Customer Number form attached,

| |

|

| |

|

I
I
I
I
I
I
I
I
I
I
I
I
I
I
I
I

I
I
I
I
I
I
I
I
I
I
I
I
I
I
I
I

|
|
|
I
I
|
|
|
!
|
|
|
|
|
|
|

et B S T L DT R R JNE NN Sy ERNEE Jy SEE N SRR By NIV B SN S NI I SONN

| |

|
|
|
|
|
I
|
|
|
|
|
|
|
|
|
|
|

I
I
I
I
I
I
I
I
I
I
I
I
I
I
I
I
I

uscimop Y gy e il e ey e Smas  feimeey e [y pemwnt i prewre  iewa——y  po—
el I e e B e T O WURNSEG J SN S SOGNEEN [ S D VNN B SEN D SUOUE B BN By SR

|

Firm Name

Date

l [] Additional supptemental sheet(s) attached hereto

den Hour Sty

Fhis form s st

20231,

d 1o take 0.2 hours to complete. Time will vary depending upon the needs of the individual case. Any comments
on the amousnt cf me you are reguired to complate this form should be sent to the Chief Information Officer, Patent and Trademark Office, Washington, DG
20281, DO NOT SEND FEES OB COMPLETED FORMS TO THIS ADDRESS. SEND YO Assistant Gommissioner for Petents, Hox ON, Washington, DC
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463.01

PATENT APPLICATION FILED WITHOUT COR-
RESPONDENCE ADDRESS

In accordance with the provisions of 35 U.S.C
111(a) and 37 CFR 1.53, a filing date is granted to a
nonprovisional application for patent, which includes
at least a specification containing a description pur-
suant to 37 CFR 1.71 and at least one claim pursuant to
37 CFR 1.75, and any drawing referred to in the speci-
fication or required by 37 CFR 1.81(a), which is filed
in the Patent and Trademark Office. If a
nonprovisional application which has been ac-
corded a filing date does not include the appropriate
filing fee, or oath or declaration, the applicant will be
30 notified and given a period of time within which to
file the missing parts to complete the application and
to pay the surcharge as set forth in 37 CFR 1.16(¢) in
order to prevent abandonment of the application. If a
provisional application which has been accorded a filing
date does not include the appropriate filing fee, or the
cover sheet, the applicant will be so notified and given a
period of time within which to file the missing parts to
complete the application and to pay the surcharge as set
forth in 37 CFR 1.16(1) in order to prevent abandonment
of the application.

In order for the Office to so notify the applicant, a cor-
respondence address must also be provided by the appli-
cant. The address may be different from the post office
address of the applicant. For example, the address of the
applicant’s registered attorney or agent may be used as
the correspondence address. If the applicant fails to pro-
vide the Office with a correspondence address, the
Office will be unable to provide the applicant with notifi-
cation to complete the application and to pay the sur-
charge as set forth in 37 CFR 1.16(e) for nonprovisional
applications and 37 CFR 1.16(1) for provisional applica-
tions. In such a case, the applicant will be considered to
have constructive notice as of the filing date that the ap-
plication must be completed and the applicant will have 2
months from the filing date in which to do so before
abandonment occurs.

The periods of time within which the applicant must
complete the application may be extended under the
provisions of 37 CFR 1.136. Applications which are not
completed in a timely manner will be abandoned.
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403.01  Correspondence Held With Associate

Attorney

Where the attorneys bear relation of principal attor-
ney and associate attorney, the correspondence will be
had with the associate atiorney unless the principal at-
torney directs otherwise. Ex parte Eggan, 1911 C.D. 213,
172 O.G. 1091 (Comm’r Pat. 1911). The associate attor-
ney may specify or change the correspondence address
to which communications about the application are to be
directed.

403.02 Two Attorneys for Same Application

If the applicant simultaneously appoints two principal
attorneys, he or she should indicate with whom corre-
spondence is to be conducted. If one is a local Washing-
ton metropolitan area attorney and the applicant fails to
indicate either attorney, correspondence will be con-
ducted with the local attorney.

If, after one attorney is appointed, a second attorney
is later appointed without revocation of the power of the
first attorney, the name of the second attorney is entered
on either the face of the file or the PALM bib—data sheet
(Ex parte Fggan, 1911 C.D. 213, 172 0.G. 1091 (Comm’r
Pat. 1911)), with notation that the Office letters are to be
sent to him. This applies also to associate attorneys,

404  Conflicting Parties Having Same

Attorney
See 37 CFR 10.66.
405  Attorney Not of Record

Papers may be filed in patent applications by regis-
tered attorneys or agents not of record under 37 CFR
1.34(a). Filing of such papers is considered to be a repre-
sentation that the atiorney or agent is authorized to act
in a representative capacity on behalf of applicant. How-
ever, interviews with a registered attorney or agent not of
record will be conducted only on the basis of information
and files supplied by the attorney or agent in view of
35 U.S.C. 122. Powers of attorney, change of correspon-
dence address, and documents granting access may not
be signed by an attorney or agent not of record.

406  Death of Attorney

I notification is received from the applicant or assign-
ee of the death of the sole principal attorney and the
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REPRESENTATIVE OF INVENTOR OR OWNER 407

application is up for action by the examiner, correspon-
dence is held with the applicant or assignee who original-
ly appointed the deceased attorney.

If notification is received from the office of the de-
ceased attorney and the application is up for action, the
examiner when preparing the Office action should add
Form Paragraph 4.02.

§ 4.02 DeathofAttorney, Notice ReceivedfromAttorney’s Office

In view of the notification of the death of the attorney or agent of
record, the power of attorney is terminated. A newregistered attorney or
agent may be appointed.

fxaminer Note:

As the power of attorney has been terminated, Office correspon-
denceissent tothe applicant or the assignee who originallyappointedihe
deceased attorney or agent.

If notification of the death of the sole principal attor-
ney is received from the Office of Enrollment and Disci-
pline or some other source, there will be no paper of re-
cord in the file wrapper to indicate that the attorney is
deceased. Correspondence therefore continues to be
held with the office of the deceased attorney but a copy
of the Office action is also mailed to the person who orig-
inally appointed the attorney. In such an Office action
where the application is not ready for allowance, the ex-
aminer should add Form Paragraph 4.03.

9 4.03 Death of Attorney, Notice from Other Source

Notice of the death of the attorney or agent of record has come to the
attention of this Office. Since the power of attorney is therefore
terminated, a copy of this action is being mailed to the [1].

Examiner Note:
In bracket 1, insert ~-—applicant~~ or ——assignee—— if the
assignee originally appointed the deceased attorney or agent.

If notification of the death of the sole principal attor-
ney is received from the Office of Enrollment and Disci-
pline or some other source and the application is ready
for allowance, the examiner prepares the application for
allowance and writes a letter to the office of the deceased
attorney with a copy to the person who originally ap-
pointed the deceased attorney including the wording of
Form Paragraph 4.04.

§| 404 Death of Attorney, Case Is Ready for Allowance

Notice of the death of the attorney or agent of record has come to the
attention of this Office. Since the power of attorney is thus terminated,
and this application is now ready for allowance, the Nofice of Allowance
will be mailed to the office of the deceased attorney or agent in the
absence of a new power of attorney.

Examiner Note:
A copy should also be mailed to the applicant or the assignee who
originally appointed the attorney or agent.
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Note MPEP § 405,

The power of a principal attorney will be revoked or
terminated by his or her death, Such a revocation or ter-
mination of the power of the principal attorney will also
terminate the power of those appointed by him or her.
Thus, a principal attorney may appoint an associate at-
torney but such a power terminates with that of the prin-
cipal. The principal attorney may not appoint a “substi-
tute” and any atternpt by the principal to appoint a “sub-
stitute” attorney whose power is intended to survive his
or her own will not be recognized by the Office.

407  Suspended or Excluded Practitioner

See MPEP § 105.

Form Paragraphs 4.06, 4.07, and 4.08 should be used
where power of attorney is given to an attorney or agent
who has been suspended from practice before the office.

$ 4.06 AttorneyldgentSuspended {Sole Practitioner, Solelnven-
tor)

The instant application contains a power of attorney to [1] who has
been [2] from practice before the Patent and Trademark Office (Office).
The Office does not communieate with attorneys or agents who have
been suspended or excluded from practice, Accordingly, the Office
action is being mailed to you as the inventor.

Applicant may, of course, file a new power of attorney in the
application to have a registered attorney or agent represent you before
the Office. In the absence of an attorney or agent of record, all
amendments and other papers filed in the application must be signed: (1)
by you; or (2) if there is an assignee of record of an undivided part
interest, by you and such assignee; or (3) if there is an assignee of the
entire interest, by such assignee; or (4} by aregistered patent attorney or
agent, not of record, who acts in a representative capacity under the
provisions of 37 CFR 1.34(a). The Office will not hold telephone
interviews with or send communications to a registered patent atiorney
or agent, acting in a representative capacity under 37 CFR 1.34,i.e., who
is not of record in the application.

Applicant may obtain a list of registered patent attorneys and agents
located in your area by writing to the Commissioner of Patents and
Trademarks, Box OED, Washington, DC 20231, or by calling the Office
of Enrollment and Discipline at (703) 306—4097.

Examiner Note:

1. Inbracket 1, insert name of suspended or excluded praciitioner.

2. Inbracket 2, insert either ~—suspended—— or — —excluded~~,
3. Thisformparagraphshould be used when a suspended orexcluded
practitioner is the only practitioner of record and there is only a single
inventor. Use form paragraph 4.07 if there are joint inventors.

4, The Office actionis to be mailed only to the inventor at his/her cur-
rent address of record.

9§ 4.07 AttorneylAgent Suspended (Sole Practitioner, Joint In-
ventors)

The instant application contains a power of attorney to [1] who has
been | 2] from practice before the Patent and Trademark Office (Office).
The Office does not communicate with attorneys or agents who have
been suspended or excluded from practice. Accordingly, the Office
action is being mailed to the address of the inventor first named in the
application.

Applicants may, of course, file a new power of attorney in the
application to have a registered attorney or agent represent them before
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the Office. In the absence of an attorney or agent of record, all
amendmentsand other papers filedin the application must be signed: (1)
by all named applicants unless one named applicant has been given a
power of attorney to sign on behalf of the remaining applicants, and the
power of attorney is of record in the application; or (2) if there is an
assignee of record of an undivided part interest, by all named applicants
retaining an interest and such assignee; or (3) if there isan assignee of the
entire interest, by such assignee; or (4) by a registered patent attorney or
agent not of record who acts in a representative capacity under the
provisions of 37 CFR  1.34(a). The Office will not hold telephone
interviews with or send communications to a registered patent attorney
or agent, acting in a representative capacity under 37 CFR 1.34, i.e.,who
is not of record in the application,

Applicants may obtain a list of registered patent attorneys and agents
located in their area by writing to the Commissioner of Patents and
Trademarks, Box OED, Washington, DC 20231, or by calling the Office
of Enrollment and Discipline at (703) 3064097,

Examiner Note:

1. Inbracket 1,insert the name of the suspended or excluded practi-
tioner.

2. Inbracket 2, insert either — —suspended--— or — —excluded——.
3. This form paragraph should be used when the suspended or ex-
cluded practitioner is the only practitioner of record and there are joint
inventors. Use form paragraph 4.06 if there is a single inventor.

4. The Office action is to be mailed only to the inventor first named
in the declaration at his or her current post office address of record.

% 4.08 Artorneyidgent Suspended (Plural Practitioners)

"The present application was filed containing a power of attorney to
[1}and{2). A correspondence address was supplied for [3]. No address
was supplied for {4].

(5] was [6} from practice before the Patent and Trademark Office
(Office). The Office does not communicate withattorneysor agentswho
have been suspended or excluded from practice.

As a correspondence address, other than to {7}, is not of record, this
Office action is being mailed to [8] at kis/her last known address aslisted
on the register of patent attorneys and agents. To ensure that a copy of
this Office action is received in a timely manner to allow for a timely
reply, a copy of the Office action isbeing mailed directly to the address of
the inventor first named in the declaration or oath. Any reply by
applicant(s) should be by way of the remaining practitioner(s) of record
and should include a new correspondence address.

Examiner Note:

1. In brackets 1,3,5 and 7 insert the name of the suspended or ex-
cluded practitioner.

2. Inbrackets 2, 4 and 8, insert the name of the first named unsus-
pended (unexcluded) registered practitioner of record.

3, Inbracket 6, insert cither ~ ~suspended —— or — —excluded——,
4,  Thisformparagraphshould beused when there isat least one regis-
tered practitionerstill of record whohasnotbeen suspendedor exchuded
from practice. Use one of form paragraphs 4.06 or 4.07 if there are no
remaining registered attorneys or agents of record.

5. TheOffice action is to be mailed both to the first named registered
attorney or agent of record (who is not suspended or excluded) at the ad-
dress currently listed in the Attorney’s Roster, and to the inventor first
named in the declarationt at his or her current post office address of re-
cord.

408  Telephoning Attorney
Present Office policy places great emphasis on tele-

phone interviews initiated by the examiner. For this rea-
som, it is not necessary for an attorney to request a tele-
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phone interview. Examiners are not required to note or
acknowledge requests for telephone calls or state rea-
sons why such proposed telephone intexviews would not
be considered effective to advance prosecution. Howev-
er, it is desirable for an attorney to call the examiner if
the attorney feels the call will be beneficial to advance
prosecution of the application. See MPEP § 713.01 and
§ 713.05.

Many attorneys have offices or representatives in the
Washington area and it sometimes expedites business to
interview them concerning an application. When the ex-
aminer believes the progress of the application would be
advanced thereby, he or she may cali the attorney in the
application by telephone and ask the attorney to come to
the Office.

Registered attorneys or agents not of record in a pat-
ent application and acting in a representative capacity under
37 CFR 1.34(a) should not be telephoned for restriction re-
quirements, approval of examiner’s amendments, or giv-
en any information relative to such patent application by
telephone unless the telephone number of such attorney
or agent appears in a paper signed by the applicant or an
attorney or agent of record.

Examiners should place all long distance telephone
calls through the FTS (Federal Telecommunications Sys-
tem), even though collect calls may have been authorized
by the attorney.

To facilitate any telephone calls that may become nec-
essary, it is strongly recommended that amendments,
letters of transmittal, and powers of attorney include the
complete telephone number, with area code and exten-
sion, of the person with whom the interview should be
held, preferably near the signature.

In new applications, the telephone number may ap-
pear on the letter of transmittal or in the power of attor-
ney, oath, or declaration, next to the attorney’s name
and address.

SPECIFIC TELEPHONE INTERVIEW SITUATIONS

For restriction of invention, see MPEP § 812.01.
For multiplicity, see MPEP § 2173.05(n).

409  Death, Insanity, or Unavailability of
Inventor

If the inventor is dead, insane, or otherwise legally in-
capacitated, refuses to execute an application, or cannot
be found, an application may be made by someone other
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than the inventor, as specified in 37 CFR 1.42—1.47, and
37 CFR 1.423, MPEP § 409.01 — § 409.03(j).

409.01 Death of Inventor

Unless a power of attorney is coupled with an interest
(i.e., an attorney is assignee or part—assignee), the death
of the inventor (or one of the joint inventors) terminates
the power of attorney given by the deceased inventor. A
new power from the heirs, administrators, executors, or
assignees is necessary if the deceased inventor is the sole
inventor or all powers of attorney in the application have
been terminated (but see MPEP § 409.01(f)). See also
37 CFR 1.422.

409.01(a) Prosecution by Administrator or
Executor

35US.C 117, Death orincapacity of inventor

Legal representatives of deceased inventors and of those under legal
incapacity may make application for patent upon comphiance with the
requirements and on the same terms and conditions applicable to the
inventor.

37CFR 1.42.  When the inventor is dead.

In case of the death of the inventor, the legal representative
(executor, administrator, etc.) of the deceased inventor may make the
necessary oath or declaration, and apply for and obtain the patent.
Where the inventor dies during the time intervening between the filing
ofthe application and the granting of a patent thereon, the letters patent
may be issued to the legal representative upon proper intervention.

Omne who has reason to believe that he or she will be
appointed legal representative of a deceased inventor
may apply for a patent as legal representative in accor-
dance with 37 CFR 1.42. Proof of the applicant’s author-
ity as legal representative may be filed after the filing
date of the application. If another person is appointed
legal representative and the application has been ac-
corded a filing date, an oath or declaration executed by
the properly appointed legal representative must be
submitted as soon as possible. The foregoing applies to
the legal representative of a deceased sole or deceased
joint inventor,

Application may be made by the heirs of the inventor,
as such, if there is no will or the will did not appoint an
executor and if accompanied by a certificate from the
court that they are all the heirs and that the estate was
under the sum required by state law for the appointment

 of an administrator.
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409.61(h)

If the court papers are in a language other than En-
glish, an English translation of such papers is required.
The translation need not be sworn or affirmed.

i a court certificate is not available, then a legal mem-
orandum prepared and signed by an attorney at law fa-
miliar with the law of the jurisdiction involved may be
submitted to demonstrate that the persons signing the
declaration on behalf of the deceased inventor are all the
heirs of the deceased inventor and are authorized to act
on behalf of the deceased inventor. A copy (in the
English language) of any statute or any court decision re-
lied upon should be made of record.

409.01(b) Proof of Authority of Administrator
or Executor

37CFR 1.44.  Proof of authority.

In the cases mentioned in §§ 1.42 and 1.43, proof of the power or
authority of the legal representative must be recorded in the Patent and
Trademark Office or filed in the application before the grant of a patent.

Whenever because of the death of an inventor the
right of applying for and obtaining a patent for an inven-
tion devolves upon an executor or administrator, or
whenever an executor or administrator desires to inter-
vene prior to the granting of a patent, proof of the au-
thority of such executor or administrator should in all
cases be made of record in the Patent and Trademark
Office by filing in the application or recording in the as-
signment records a certificate of the clerk of a competent
court or the register of wills that his or her appointment
is still in full force and effect. Such certificate shall be
signed by an officer and authenticated by the seal of the
court by which the same was issued. The authority of oth-
er legal representatives of the inventor must be similarly
established. If the certificate is not in the English lan-
guage, an English translation is also required.

Should such certificate of appointment be found to be
insufficient for any reason, there may be required to be
filed or recorded a certified and properly authenticated
copy of the letters testamentary or of the letters of ad-
ministration so that the scope of authority of the persons
who seek to intervene may be a matter of record in this
Office.

It is the responsibility of the examiner of the applica-
tion to ensure that proof of autherity of the legal repre-
sentative has been submitied and to determine whether
the proof of authority is sufficient. The proof of author-
ity may either be recorded or filed in the application. If
proof of authority is missing from the application, form
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409.01(c)

paragraph 4.05 should be used to notify applicant that
proof of authority of the legal represeniative must be
submitted.

% 4.05 Representative for Dead or Insane Inventor
Proof of authority of the legal representative under 37 CFR 1.44 has
been omitted and must be provided,

If applicant responds with an indication that the proof
of authority documents have been recorded, then the
assignment records should be checked to determine
whether the recorded documents comply with 37 CFR
1.44.

Deficiencies in the proof of authority should be
pointed out to applicant by the examiner in the next
Ofice action in order to avoid printer rush inquiries. In a
national stage application filed under 35 U.S.C. 371, if
after reviewing the submitted proof of authority the ex-
aminer ultimately determines that the authority to exe-
cute the application does not lie with the person(s) who
executed the oath or declaration of the inventors on
behalf of the deceased inventor, the application must
be forwarded to the PCT Legal Office. See MPEP
§ 1893.01(e).

In the case of foreign executors or administrators, a
consular officer of the United States or a notary public
from a member country to the Hague Convention Abol-
ishing the Requirement of Legalization for Foreign Pub-
lic Documents must authenticate the signature of the
foreign officer attesting to the papers submitted as proof
of authority. If documents are authenticated by a notary
public in a member country, an apostille must be used.
See MPEP § 602.04, Unusual situations may be referred
to the Special Program Law Office.

The examiner should acknowledge the filing of suffi-
cient proof of authority as soon as possible in an Office
action by stating that proof of authority of the legal rep-
resentative in compliance with 37 CFR 1.44 has been
submitted.

409.0%(c) After Administrator or Executor
Has Been Discharged

When an administrator or executor has performed his
or her functions and has been discharged and it is desired
to make an application for an invention of the deceased,
it is necessary for the administrator or executor to take
out new letters of administration in order that he or she
may file a new application of the deceased inventor.
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409.01(d) Exception in Some Koreign
Countries

The terms “Executor” and “Administrator” do not
find an exact counterpart in all foreign countries and the
procedure is governed by the necessity of construing
those terms to fit the circumstances of the case, Hence,
the person or persons having authority corresponding to
that of executor or administrator are permitted to make
application as, for example, the heirs in the Federal Re-
public of Germany where no existing executor or admin-
istrator has been or will be appointed. The authority of
such persons must be proved by an appropriate certifi-
cate. If the certificate is not in the English language, an
English translation thereof is also required.

409.01(e) If Applicant of Assigned
Application Dies

Where an applicant, carrying on the prosecution of an
application after assignment, dies, the administrator
may carry on the prosecution on filing letters of adminis-
tration unless and until the assignee intervenes (MPEP
§ 402.07).

409.01(f) Intervention of Executor
Not Compulsory

When an inventor dies after filing an application, the
executor or administrator should intervene, but the al-
lowance of the application will not be withheld nor the
application withdrawn from issue if the executor or ad-
ministrator does not intervene, :

This practice is applicable to an application which has
been placed in condition for allowance or passed to issue
prior to notification of the death of the inventor. See
MPEP § 409.01.

When a joint inventor of a pro se application dies after
filing the application, the living joint inventors must sub-
mit proof that the joint inventor is dead. Upon submis-
sion of such proof, only the signatures of the living joint
inventors are required on the papers filed with the PTO
if the legal representative of the deceased inventor does
not intervene. If the legal representative of the deceased
inventor wishes to intervene, proof of authority comply-
ing with 37 CFR 1.44 must be submitted. See MPEP
§ 409.01(b) regarding proof of authority. Once the legal
representative of the deceased inventor intervenes in
the pro se application, the signatures of the living joint
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inventors and the legal representative are required on
the papers filed with the PTO.

409.02  Insanity or Other Legal Incapacity
37CFR 143, When the inventor is insane or legally incapaci-
tated,

In case an inventor is insane or otherwise legally incapacitated, the
legai representative (guardian, conservator, ete.) of such inventor may
make the necessary oath or declaration, and apply for and obtain the
patent.

Where no legal representative has been appointed,
one must be appointed by a court of competent jurisdic-
tion for the purpose of execution of the oath or declara-
tion of the application. MPEP § 409.01(b} is also applica-
ble in case of insanity or other legal incapacity of an in-
ventor.

409.03  Unavailability of Inventor

37 CFR 1.47,
be reached.

{a) Ifajointinventor refuses to join in an application for patent
or cannot be found or reached after diligent effort, the application may
be made by the other inventor on behalf of himself or herself and the
nonsigning inventor, The oathor declaration insuch an application must
be accompanied by a petition including proof of the pertinent facts, the
fee set forth in § 1.17(i) and the last known address of the nonsigning
inventor. The Patent and Trademark Office shall, except in a continued
prosecution application under § 1.53(d), forward notice of the filing of
the application to the nonsigning inventor at said address and publish
notice of the filing of the application in the Official Gazette. The
nonsigning inventor maysubsequently join in the application on filing an
oath or declaration complying with § 1.63,

{b) Whenever all of the inventors refuse to execute an applica-
tion for patent, or cannot be found or reached after diligent effort, a
person to whom an inventor has assigned or agreed in writing to assign
the invention or who otherwise shows sufficient proprietary interest in
the matter justifying such action may make application for patent on
behalf of and as agent for all the inventors. The oath or declaration in
such anapplication must be accompanied by a petition including proofof
the pertinentfacts, ashowing that such action isnecessaryto preserve the
rightsof the parties or to prevent irreparable damage, the fee set forth in
§ 1.17(i), and the last known address of all of the inventors. The Office
shall, except in a continued prosecution application under § 1.53(d),
forward notice of the filing of the application to alt of the inventors at the
addresses stated in the application and publish notice of the filing of the
application in the Official Gazerte, An inventor may subsequently join in
the application on filing an oath or declaration complying with § 1.63.

Filing when an inventor refuses to sign or cannot

35US.C. 116. Inventors

When an invention is made by two or more persons jointly, they shall
apply for patent jointly and each make the required oath, except as
otherwise provided in this title. Inventors may apply for a patent jointly
even though (1} they did not physically work togetheror at the same time,
(2) cach did not make the same type or amount of contribation, or (3)
each did not make a contribution to the subject matter of every claim of
the patent.

400 — 23

409.03

Ifajointinventor refuses to join in an application for patent or capnot
be found or reached after diligent effort, the application may be made
by the other inventor on behalf of himself and the omitted inventor. The
Commissioner, on proof of the pertinent facts and after such notice to
the omitted inventor as he prescribes, may grant a patent to the inventor
making the application, subject to the same rights which the omitted
inventorwould have hadifhe hadbeen joined, The omitted inventor may
subsequently join in the application,

Whenever through error a person is named in an application for
patentas the inventor, or through an error an inventor is not named in an
application and such error arose without anty deceptive intention on his
part, the Commissioner may permit the application to be amended
accordingly, under such terms as he prescribes.

35U.S.C. 118 Filing by other than inventor

Whenever an inventor refuses to execute an application for patent,
or cannot be found or reached after diligent effort, a person to whom
the inventor has assigned or agreed in writing to assign the invention or
who otherwise shows sufficient proprietary interest in the matter
justifying such action, may make application for patent on behalf of and
as agent for the inventor on proof of the pertinent facts and a show-
ing that such action is necessary to preserve the rights of the parties or
te prevent irreparable damage; and the Commissioner may grant
a patent to such inventor upon such notice to him as the Commis-
sioner deems sufficient, and on compliance with such regulations as
he prescribes.

Application papers submitted pursuant to 37 CFR
1.47 are forwarded by the Office of Initial Patent Fx-
amination (OIPE) to the Special Program Law Office for
determination whether the papers are proper, complete,
and acceptable under 37 CFR 1.47 and for a decision on
the petition under 37 CFR 1.47 before the application is
sent to the Examining Groups. Since an application
without an cath or declaration executed by all of the in-
ventors may be an incomplete application, an examiner
should not mail an Office action in an application with-
out a fully executed oath or declaration under 37 CFR
1.63 unless the application has been accorded status un-
der 37 CFR 1.47 by the Special Program Law Office.

A bona fide attempt must be made to comply with the
provisions of 37 CFR 1.47 at the time the oath or decla-
ration is first submitted. If the oath or declaration, and
evidence submitted with the oath or declaration, are not
found acceptable, the 37 CFR 1.47 applicant will be notij-
fied by the Special Program Law Office of the reasons
why the papers are not acceptable. The 37 CFR 1.47 ap-
plicant may request reconsideration and file supplemen-
tal evidence in a case where a bona fide attempt was made
to comply with 37 CFR 1.47 from the outset.
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409.03(a)

409.03(a) At Least One Joint Inventor
Available

37 CFR 1.47(a) and 35 U.S.C. 116, second paragraph,
requires all available joint inventors to file an application
“on behalf of” themselves and on behalf of a joint inven-
tor who “cannot be found or reached after diligent ef-
fort” or who refuses to “join in an application.”

In addition to other requirements of law (35 U.S.C.
111(a) and 115), an application deposited in the Patent
and Trademark Office pursuant to 37 CFR 1.47(a) must
meet the following requirements:

(A) Al the available joint inventors must (1) make
oath or declaration on their own behalf as required by
37 CFR 1.63 or 1.175 (see MPEP § 602, § 605.01, and
$ 1414) and (2) make oath or declaration on behalf of the
nonsigning joint inventor as required by 37 CFR 1.64,
An oath or declaration signed by all the available joint
inventors with the signature block of the nonsigning
inventor(s) left blank may be treated as having been
signed by all the available joint inventors on behalf of the
nonsigning inventor(s), unless otherwise indicated.

(B) The application must be accompanied by
proof that the nonsigning inventor (1) cannot be found
or reached after diligent effort or (2) refuses to execute
the application papers. See MPEP § 409.03(d).

{C) The last known address of the nonsigning
joint inventor must be stated. See MPEP § 409.03(e).

409.03(b) No Inventor Available

Filing under 37 CFR 1.47(b) and 35 U.5.C, 118 is per-
mitted only where no inventor is available to make ap-
plication and allows a “person” with a demonstrated
proprietary interest to make application “on behalf of
and as agent for” an inventor who “cannot be found or
reached after diligent effort” or who refuses to sign the
application oath or declaration. The word “person” has
been construed by the Patent and Trademark Office to
include juristic entities, such as a corporation. Where
37 CFR 1.47(a) is available, application cannot be made
under 37 CFR 1.47(b).

In addition to other requirements of law (35 U.5.C.
111(a) and 115), an application deposited pursuant to
37 CFR 1.47(b) must meet the following requirements: -

(A) The 37 CFR 1.47(b) applicant must make the
oath required by 37 CFR 1.63 and 1.64 or 1.175. Where a
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corporation is the 37 CFR 1.47(b) applicant, an officer
(President, Vice—President, Secretary, or Treasurer)
thereof should normally sign the necessary oath or
declaration. A corporation may authorize any person,
including an attorney or agent registered to practice
before the Patent and Trademark Office, to sign the
application oath or declaration on its behalf. Where an
oath or declaration is signed by a registered attorney or
agent on behalf of a corporation, either proof of the
attorney’s or agent’s authority in the form of a statement
signed by an appropriate corporaie officer must be
submitted, or the attorney or agent may simply state that
he or she is authorized to sign on behalf of the
corporation. Where the oath or declaration is being
signed on behalf of an assignee, see MPEP § 324. An
inventor may not authorize another individual to act as
his or her agent to sign the application oath or
declaration on his or her behalf. Staegerv. Commissioner,
189 USPQ 272 (D.D.C. 1976}, In re Striker, 182 USPQ
507 (Comm’r Pat. 1973). Where an application is
executed by one other than the inventor, the declaration
required by 37 CFR 1.63 must state the full name,
residence, post office address, and citizenship of the
nonsigning inventor. Also, the title or position of the
person signing must be stated if signing on behalf of a
corporation under 37 CFR 1.47(b).

(B) The 37 CFR 1.47(b) applicant must state his
or her relationship to the inventor as required by 37 CFR
1.64,

{C) The application must be accompanied by
proof that the inventor (1) cannot be found or reached
after a diligent effort or (2) refuses to execute the
application papers. See MPEP § 409.03(d).

(D) The last known address of the inventor must
be stated. See MPEP § 409.03(e).

(E) The 37 CFR 1.47(b) applicant must make out
a prima facie case (1) that the invention has been
assigned to him or her or (2) that the inventor has agreed
in writing to assign the invention to him or her or (3)
otherwise demonstrate a proprietary interest in the
subject matter of the application. See MPEP § 409.03(f).

(F) The37CFR 1.47(b) applicant must prove that
the filing of the application is necessary (1) to preserve
the rights of the parties or (2) to prevent irreparable
damage. See MPEP § 409.03(g).
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409.03(c) Legal Representatives of Deceased
~ Inventor Not Available

37 CFR 1.47 should not be considered an alternative
to 37 CFR 1.42 or 35 U.S.C. 117 since the language “can-
not be found or reached after difigent effort” has no rea-
sonable application to a deceased inventor, fn re Applica-
tion Papers Filed September 10, 1954, 108 USPQ 340
(Comm’r Pat. 1955). See 37 CFR 1.42 and MPEP
§ 409.01. However, 37 CFR 1.47 does apply where a
known legal representative of a deceased inventor can-
not be found or reached after diligent effort, or refuses
to make application. In such cases, the last known ad-
dress of the legal representative must be given (see
MPEP § 409.03(e)), and proof of the power or authority
of the legal representative must be established before
the grant of a patent, 37 CFR 1.44. Also, in hardship situ-
ations where time or circumstances do not permit ap-
pointment of a legal representative to make application,
37 CFR 1.47 may apply. In re Schwarz, 147 USPQ 394
(Comm’r Pat. 1960). In such situations, however, subse-
quent joinder of a properly authorized legal representa-
tive will normally be required before the grant of a pat-
ent.

- 409.03(d) Proof of Unavailability or Refusal

Where inability to find or reach a nonsigning inventor
“after diligent effort” is the reason for filing under
37 CFR 1.47, an affidavit or declaration of facts should
be submitted that fully describes the exact facts which are
relied on to establish that a diligent effort was made.

The fact that a nonsigning inventor is on vacation or
out of town and is therefore temporarily unavailable to
sign the declaration is not an acceptable reason for filing
under 37 CFR 1.47. Such a petition will be dismissed as
inappropriate,

The affidavit or declaration of facts must be signed,
where at all possible, by a person having firsthand knowl-
edge of the facts recited therein. Statements based on
hearsay will not normally be accepted. Copies of docu-
mentary evidence such as certitied mail return receipt,
cover letter of instructions, telegrams, etc., that support
a finding that the nonsigning inventor could not be found
or reached should be made part of the affidavit or decla-
ration. It is important that the affidavit or declaration
contain statemnents of fact as opposed to conclusions.

In cases where priority under 35 U.S.C. 119 is to be
claimed, the 37 CFR 1.47 applicant should explain what
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efforts, if any, were made during the Convention year to
prepare the application and obtain the inventor’s signa-
ture thereon. The period allowed by the Convention
year should “be sufficient for the preparation and depos-
it of an application . . . (in the United States) in the form
required by the rules.” Ex parte Sassin, 1906 C.D. 205
(Comm’r Pat. 1906). Accordingly, 37 CFR 1.47 may not
be used “to save the parties from the consequences of
their delay.” Ex parte Sassin, 1906 C.D. 205. Attention is
directed to the material in MPEP § 608.01 entitled, “Fil-
ing of Non—English Language Applications”, for guid-
ance in those instances where a foreign language specifi-
cation attached to a declaration executed by all named
inventors is received from abroad by counsel in this
country. In those instances where the nonsigning inven-
tor later becomes available, joinder papers are best sub-
mitted as soon as possible, preferably before the 37 CFR
1.47 application is formally accepted. Such joinder pa-
pers should be filed with a brief explanatory letter re-
questing that they be incorporated with the ecarlier
37 CFR 1.47 application papers. The later submission of
joinder papers is not prejudicial to an earlier filing date
under 37 CFR 1.47 if acceptance of the application un-
der that rule would otherwise be warranted.

Where a refusal of the inventor to sign the application
papers is alleged, the circumstances of this refusal must
be specified in an affidavit or declaration by the person
towhom the refusal was made. Statements by a party not
present when an oral refusal is made will not be accepted.

Before a refusal can be alleged, it must be demon-
strated that a bona fide attempt was made to present a
copy of the application papers (specification, including
claims, drawings, and oath or declaration) to the non-
signing inventor for signature. A copy of the application
papers should be sent to the last known address of the
nonsigning inventor, or, if the nonsigning inventor is rep-
resented by counsel, to the address of the nonsigning in-
ventor’s attorney.

When there is an express oral refusal, that fact along
with the time and place of the refusal must be stated in
the affidavit or declaration. When there is an express
written refusal, a copy of the document evidencing that
refusal must be made part of the affidavit or declaration,

When it is concluded by the 37 CFR 1.47 applicant
that a nonsigning inventor’s conduct constitutes a refus-
al, all facts upon which that conclusion is based should be
stated in an affidavit or declaration. If there is documen-
tary evidence to support facts alleged in the affidavit or
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declaration, such evidence should be submifted. When-
ever a nonsigning inventor gives a reason for refusing to
sign the application oath or declaration, that reason
should be stated in the affidavit or declaration.

409.03(e) Statement of Last Known Address

An application filed pursuant to 37 CFR 1.47 must

state the last known address of the nonsigning inventor.

That address should be the last known address at
which the inventor customarily receives mail. See MPEP
§ 605.03. Ordinarily, the last known address will be the
last known residence of the nonsigning inventor. A post
office box is insufficient.

Inasmuch as a nonsigning inventor is notified that an
application pursuant to 37 CFR 1.47 has been filed on his
or her behalf, other addresses at which the nonsigning
inventor may be reached should also be given.

409.03(f) Proof of Proprietary Interest

When an application is deposited pursuant to 37 CFR
1.47(b), the 37 CFR 1.47(b) applicant must prove that, as
of the date the application is deposited in the Patent and
Trademark Office,

(A) the invention has been assigned to the appli-
cant, or

(B) the inventor has agreed in writing to assign
the invention to the applicant, or

{(C) the applicant otherwise has sufficient propsi-
etary interest in the subject matter to justify the filing of
the application.

If the application has been assigned, a copy of the
assignment (in the English language) must be sub-
mitted. The assignment must clearly indicate that the
invention described in the 37 CFR 1.47(b) application
was assigned to the 37 CFR 1.47(b) applicant prior to
the daie the application is deposited in the Patent and
Trademark Office. A statement under 37 CFR 3.73(b) by
the assignee must also be submitted (see MPEP § 324).
An assignment of an application and any “reissue, di-
vision, or continuation of said application” does not it-
self establish an assignment of a continuation—in—part
application. In re Gray, 115 USPQ 80 (Comm’r Pat.
1956). An assignment to a 37 CFR 1.47(b) applicant for
the sole purpose of obtaining a filing date for a 37 CFR
1.47(b) application is not considered an assignment
within the meaning of 35 U.S.C. 118 and 37 CFR 1.47(b).
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When an inventor has agreed in writing to assign an
invention described in an application deposited pur-
suant to 37 CFR 1.47(b}, a copy of that agreement should
be submitted. If an agreement to assign is dependent on
certain specified conditions being met, it must be estab-
lished by affidavit or declaration that those conditions
have been met, A typical agreement to assign is an em-
ployment agreement where an employee (nonsigning in-
ventor) agrees to assign to his or her employer (37 CFR
1.47(b) applicant) all inventions made during employ-
ment. When such an agreement is relied on, it must be
established by the affidavit or declaration of a person
having firsthand knowledge of the facts that the inven-
tion was made by the employee while employed by the
37 CFR 1.47(b) applicant.

If the invention has not been assigned, or if there is no
written agreement to assign, the 37 CFR 1.47(b) appli-
cant must demonstrate that he or she otherwise has a
sufficient proprietary interest in the matter.

A proprietary interest obtained otherwise than by as-
signment or agreement to assign may be demonstrated
by an appropriate legal memorandum to the effect thata
court of competent jurisdiction (federal, state, or for-
eign) would by the weight of authority in that jurisdiction
award title of the invention to the 37 CFR 1.47(b) appli-
cant. The facts in support of any conclusion that a court
would award title to the 37 CFR 1.47(b) applicant should
be made of record by way of an affidavit or declaration of
the person having firsthand knowledge of same. The
legal memorandum should be prepared and signed by an
attorney at law familiar with the law of the jurisdiction
involved. A copy (in the English language) of a statute (if
other than the United States statute) or a court decision
(if other than a reported decision of a federal court or a
decision reported in the United States Patents Quarter-
ly) relied on to demonstrate a proprietary interest should
be made of record.

409.03(g) Proof of Irreparable Damage

Irreparable damage may be established by showing
that a filing date is necessary to (A) avoid an imminent
statutory bar (35 U.S.C. 102) or (B) make a claim for
priority (35 U.S.C. 119, 120, and 121). If a statutory bar is
involved, the act or publication which is believed to
constitute the bar should be identified. If a claim for
priority is involved, the prior application or applications
should be identified. A diligent effort to preparé_ the ap-
plication and obtain the inventor’s signature to the oath . "
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or declaration must be made (see MPEP § 409.03(d))
even if the application is being filed to avoid a bar or to
claim priority.

Preservation of the rights of the parties may be dem-
onstrated by a showing that the inventor may reasonably
be expected to enter into competition with the 37 CFR
1.47(b) applicant, or that a firm plan for commercializa-
tion of the subject matter of the application has been
adopted. '

409.03(h) Processing and Acceptance of a
37 CFR 1.47 Application

A filing date is assigned to an application deposited
pursuant to 37 CFR 1.47 provided the requirements of
37 CFR 1.53(b) are complied with. A filing receipt will
be sent to the applicant and the application will be for-
warded to the Office of Patent Legal Administration,
Special Program Law Office, for consideration of the
petition filed under 37 CFR 1.47.

When papers deposited pursuant to 37 CFR 1.47 are
found acceptable, the Special Program Law Office en-
ters a memorandum or letter to that effect in the file. A

notice will be published in the Official Gazette identifying
- the application number, filing date, the title of the inven-
tion and the name(s) of the nonsigning inventor(s). The
Patent and Trademark Office will notify the nonsigning
inventor(s} or, if the inventor is deceased, the legal rep-
resentative(s), of -the filing of an application under
37 CFR 1.47 by sending a letter to the last known address
of the nonsigning inventor(s} or legal representative(s).

409.03(1‘0 Rights of the Nonsigning Inventor

The nonsigning inventor (also referred to as an
“inventor designee”) may protest his or her designation
as an inventor. The nonsigning inventor is entitled to in-
spect any paper in the application, order copies thereof
at the price set forth in 37 CFR 1.19, and make his or her
position of record in the file wrapper of the application.
Alternatively, the nonsigning inventor may arrange to do
any of the preceding through a registered patent attor-
ney or agent.

While the Patent and Trademark Office will grant the
nonsigning inventor access to the application, inter partes
proceedings will not be instituted in 37 CFR 1.47 case.
In re Hough, 108 USPQ 89 (Comm’r Pat. 1955), A non-
signing inventor is not entitled to a hearing (Cogar v.
Schuyler, 464 F2d 747, 173 USPQ 389 (D.C. Cir. 1972)),

400 - 27

409.063(3)

and is not entitled to prosecute the application if status
under :
37 CFR 1.47 has been accorded, or if proprietary interest
of the 37 CFR 1.47(b) applicant has been shown to the
satisfaction of the Patent and Trademark Office.

A nonsigning inventor may join in a 37 CFR 147
application. To join in the application, the nonsigning in-
ventor must file an appropriate 37 CFR 1.63 oath or dec-
laration, Even if the nonsigning inventor joins in the
application, he or she cannot revoke or give a power of
attorney without agreement of the 37 CFR 1.47 appli-
cant.

The rights of a nonsigning inventor are protected by
the fact that the patent resulting from an application
filed under 37 CFR 1.47(b) and 35 U.S.C. 118 must issue
to the inventor, and in an application filed under 37 CFR
1.47(a) and 35 US.C. 116, the inventor has the same
rights that he or she would have if he or she had joined in
the application. In re Hough, 108 USPQ 89 (Comm'r Pat.
1955). ,
If a nonsigning inventor feels that he or she is the sole
inventor of an invention claimed in a 37 CFR 1.47 ap-
plication naming him or her as a joint inventor, the non-
signing inventor may file his or her own application and
request that his or her application be placed in interfer-
ence with the 37 CFR 1.47 application. If the claims
in both the nonsigning inventor’s application and the
37 CFR 1.47 application are otherwise found allowable, -
an interference may be declared,

409.03(j) Action Following Acceptance of
a 37 CFR 1.47 Application

After an application deposited pursuant to 37 CFR
1.47 is found acceptable by the Special Program Law
Office, the examiner will act on the application in the
usual manner. Papers filed by an inventor who did not
originally join in the application, and papers relating to
its 37 CFR 1.47 status, will be placed in the file wrapper,

In the event joinder papers are filed, the oath or decla-
ration under 37 CFR 1.63 will be placed in the applica-
tion file. :

When the examiner determines that a 37 CFR 1.47
application, or either a continued prosecution applica-
tion (CPA) filed under 37 CFR 1.53(d) or a file wrapper
continuing application filed under former 37 CFR 1.62
thereof, is allowable, he or she must check the file wrap-
per or the PALM bib—data sheet to make sure that the
phrase “Rule 47” appears under the filing date. If the
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phrase “Rule 47” does not appear under the filing date,
the examiner must write in black ink the phrase “Rule
47" under the filing date. The examiner will then prepare
the application for allowance in accordance with MPEP
Chapter 1300. It will not be necessary to forward the ap-
plication to the Special Program Law Office.
Patents granted on applications accepted under
37 CFR 1.47 will have an indication on the face of the
patent that the application was filed under 37 CFR 1.47,
regardless of whether proper joinder of the previously
nonsigning inventor has been made.
An application filed under 37 CFR 1.47 can be pub-
lished as a Statutory Invention Registration.

410  Representations to the Patent and

Trademark Cffice

37 CFR 1.4(d)(2) provides that the presentation to
the Office (whether by signing, filing, submitting, or later
advocating) of any paper by a party, whether a prac-
titioner or nonpractitioner, constitutes a certification
under 37 CFR 10.18(b), and that violations of
37 CFR 10.18(b)(2) may subject the party to sanctions
under 37 CFR 10.18(c). Thus, by presenting a paper to
the Office, the party is making the certifications set forth
in 37 CFR 10.18(b), and is subject to sanctions under
37 CFR 10.18(c) for violations of 37 CFR 10.18(b)}(2},
regardless of whether the party is a practitioner or non-
practitioner. A practitioner violating 37 CFR 10.18(b)
may also be subject to disciplinary action in lieu of or in
addition to sanctions under 37 CFR 10.18(c) for viola-
tions of 37 CFR 10.18(b).

37 CFR 10.18(b} provides that, by presenting any
paper to the PTQ, the party presenting such paper is
making two certifications: (1) the first certification is
that the statements made therein are subject to the dec-
laration clause of 37 CFR 1.68; (2) the second certifica-
tion is the certification required for papers filed in a fed-
eral court under Rule 11(b) of the Federal Rules of Civil
Procedure.

Fhe first certification has permitted the PTO to elimi-
nate the separate verification requirement previously
contained in 37 CFR 1.6, 1.8, 1.10, 1.27, 1.28, 1.48, 1.52,
1.55, 1.69, 1.102, 1.125, 1.137, 1.377, 1.378, 1.804, 1.805,
3.26, and 5.4 for statements of facts by persons who are
not registered to practice before the PTO. As state-
ments submitted to the PTO by any person are now, by
operation of 37 CFR 10.18(b)(1), verified statements, a
separate verification requirement is no longer necessary.
The PTO, however, has retained the requirement for a
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statement to be submitted under oath or declaration
(37 CFR 1.68) in 2 number of sections (e.g., 37 CFR 1.63,
1.130, 1.131, 1.132, 1.494(e), 1.495(f), and 5.25).

The second certification is based upon Rule 11(b) of
the Federal Ruies of Civil Procedure (1993). This provi-
sion is promulgated pursuant to the Commissioner’s au-
thority under 35 U.5.C. 6(a) to establish regulations for
the conduct of proceedings in the PTO, and is intended
to discourage the filing of frivolous papers by practition-
ers or non—practitioners in the PTO. Rule 11(b) of the
Federal Rules of Civil Procedure provides:

Representations to Court. By presenting tothe court
(whether by signing, filing, submitting, or later advo-
cating) a pleading, written motion, or other paper, an
attorney or unrepresented party is certifying that to
the best of the person’s knowledge, information and
belief, formed after an inquiry reasonable under the
circumstances, ——

{1} it is not being presented for any improper pur-
pose, such as to harass or to cause unnecessary delay or
needless increase in the cost of litigation;

(2) the claims, defenses, and other legal contentions
therein are warranted by existing law or by anonfrivolous
argument for the extension, modification, or reversal of
existing law or the establishment of new law;

(3) the allegations and other factual contentions
have evidentiary support or, if specifically so identified,
are likely to have evidentiary support after a reasonable
opportunity for further investigation or discovery; and

(4} the denials of factual contentions are warranted
ontheevidenceor, ifspecificallyscidentified, arereason-
ably based on a lack of information or belief,

Fed. R. Civ. P 11(b)(1993).

37 CFR 10.18(b)(2) tracks the language of Fed. R. Civ.
P. 11(b). The advisory committee notes to Fed. R. Civ. P,
11(b) provide, in part, that:

[Fed. R. Civ. P 11(b) and (c)] restate the provisions
requiring attorneys and pro se litigants to conduct a rea-
sonable inquiry into the faw and facts before signing
pleadings, written motions, and other documents, and
prescribing sanctions for viclations of these obligations.
The [1993] revisionin part expands the responsibilities of
litigants to the court, while providing greater constraints
and flexibility in dealing with infractions of the rule. The
rule continues to require litigants to “stop —and —think”
before initially making legal or factual contentions. It
also, however, emphasizes the duty of candor by sub-
jecting litigants to potential sanctions for insisting upon
& position after it is no longer tenable and by generally
providing protection against sanctions if they with-
draw or correct contentions after a potential viola-
tion is called to their attention.
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The rule applies only to assertions contained in papers
filed with or submitted to the court. It does not cover
mattersarising forthe firsttimeduringoral presentations
to the court, when counsel may make statements that
would not have been made if there had been more time
forstudy andreflection. However, alitigant’sobligations
with respect to the contents of these papers are not
measured solely as of the time they are filed with or
submitted to the court, but include reaffirming to the
court and advocating positions contained in those
pleadings and motions after learning that they cease
to have any merit. For example, an attorney who during
a pretrial conference insists on a claim or defense
should be viewed as “presenting to the court” that con-
tention and would be subject to the obligations of
fRule 11(b)] measured at that time. Similatly, if
after a notice of removal is filed, a party urges in fed-
eral court the allegations of a pleading filed in state
court {whether as claims, defenses, or in disputes
regarding removal or remand), it would be viewed as
“presenting”—- and hence certifying to the district
court under Rule 11— —those allegations.

The certification with respect to allegations and other
factual contentions is revised in recognition that some-
times a litigant may have good reason to believe that a
fact is true or false but may need discovery, formal or
informal, from opposing parties or third persons to
gather and confirm the evidentiary basis for the alle-
gation. Tolerance of factual contentions in initial
pleadings by plaintiffs or defendants when specific-
ally identified as made on information and belief does
not relieve litigants from the obligation to conduct-
an appropriate investigation into the facts that is
reasonable under the circumstances; it is not a license
to join parties, make claims, or present defenses with-
out any factual basis or justification. Moreover, if
evidentiary support is not obtained after a reasonable
opportunity for further investigation or discovery,
the party has a duty under the rule not to persist with
that contention. [Rule 11(b)] does not require a
formal amendment to pleadings for which evidentiary
support is not obtained, but rather calls upon a litigant
not thereafter to advocate such claims or defenses.

The certification is that there is (or likely will be) “evi-
dentiary support” for the allegation, not that the
partywill prevaii with respect to its contention regarding
the fact. That summary judgment is rendered against
a party does not necessarily mean, for purposes of this
certification, that it had no evidentiary support for
its position. On the other hand, if a party has evidence
with respect to a contention that would be sufficient to
defeat a motion for summary judgment based thereon,
it would have sufficient “evidentiary support” for
purposes of Rule 11.

Amendments to the Federal Rules of Civil Procedure at
50-53 (1993), reprinted in 146 ER.D. 401, 584—87. The
“inquity reasonable under the circumstances” require-
ment of 37 CFR 10.18(b)(2) is identical to that in Fed. R.
Civ. P. 11(b). The Federal courts have stated in regard
to the “reasonable inquiry” requirement of Fed. R. Civ.

Denials of factual contentions involve somewhat dif-
fereni considerations. Often, of course, a denial is
premised upon the existence of evidence contradicting
the alleged fact. At other times a denial is permissible
because, after an appropriate investigation, a party has
no information concerning the maitter or, indeed, has
a reasonable basis for doubting the credibility of the
only evidence relevant to the matter, A party should
not deny an allegation it knows to be true; but it is
not required, simply because it Iacks contradictory evi-
dence, to admit an allegation that it believes is not
true.

The changes in [Rule 11(b)(3) and (4)] will serve to
equalize the burden of the rule upon plaintiffs and
defendants, who under Rule 8(b) are in effect allowed
to deny allegations by stating that from their initial in-
vestigation they lack sufficient imformation to form a
beiief as to the truth of the allegation. I, after fur-
ther investigation or discovery, a denial is no longer
warranted, the defendant should not continue to insist
on that denial. While sometimes helpful, formal
amendment of the pleadings to withdraw an allegation
or denial is not required by {Rule 11(b)].

Arguments for extensions, modifications, or reversals
of existing law or for creation of new law do not vio-
late fRule 11(b)(2)] provided they are “nonfrivolous.”
This establishes an objective standard, intended to e
liminate any “empty—head pure~heart” justification
for patently frivolous arguments. However, 1o the ex-
tent to which a litigant has researched the issues and
found some support for its theories even in minority
oinjons, in law review articles, or through consulta-
tion with other attorneys should certainly be taken
into account in determining whether [Rule 11(b)(2)]
has been violated. Although arguments for a change
in law are not required to be specifically so identified,
a contention that is so identified should be viewed
with greater tolerance under [Rule 11].

PilL
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In requiring reasonable inquiry before the filing of any
pleading in a civil case in federal district court, Rule 11
demands “an objective determination of whether a

sanctioned party’s conduct was reasonable under the
circumstances.” In effect it imposes a negligence stan-
dard, for negligence is a failure to use reasonable care,
The equation between negligence and failure to con-
duct a reasonable precomplaint inquiry is . . . that “the
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amount of investigation required by Rule 11 dependson
both the time available to investigate and on the proba-
bility that more investigation will turn up important
evidence; the Rule does not require steps that are not
cost—justified.”

Hays v. Sony Corp. of Am., 847 F.2d 412, 418, 7 USPQ2d
1043, 1048 (7th. Cir. 1988)(citations omitted)(decided
prior to the 1993 amendment to Fed. R. Civ. P. 11, but
discussing a “reasonable under the circumstances” stan-
dard).

37 CFR 1.4(d)(2) and 10.18 do not require a practi-
tioner to advise the client (or third party) providing in-
formation of this certification effect (or the sanctions ap-
plicable to noncompliance), or question the client (or
third party) when such information or instructions are
provided. When a practitioner is submitting information
(e.g., a statement of fact) from the applicant or a third
party, or relying upon information from the applicant or
a third party in his/her arguments, the Office will consid-
er a practitioner’s “inquiry reasonable under the circum-
stances” duty under 37 CFR 10.18 met so long as the
practitioner has no knowledge of information that is
contrary to the information provided by the applicant or
third party or would otherwise indicate that the informa-
tion provided by the applicant or third party was so pro-
vided for the purpose of a violation of 37 CFR 10.18
(e.g., was submitted to cause unnecessary delay).

Nevertheless, it is highly advisable for a practitioner to
advise a client or third party that any information so pro-
vided must be reliable and not misleading. The submis-
sion by an applicant of misleading or inaccurate state-
ments of facts during the prosecution of applications
for patent has resulted in the patents issuing on such
applications being held unenforceable. See, e.g, Refac
Intl Ltd. v. Lotus Development Corp., 81 E3d 1576,
38 USPQ2d 1665 (Fed. Cir. 1996); Paragor: Podiatry
Laboratory, Inc. v KLM Laboratories, Inc., 984 F2d 1182,
25 USPQ2d 1561 (Fed. Cir 1993); Rohm & Haas Co. v.
Crystal Chem. Co., 722 F2d 1556, 200 USPQ 289
(Fed. Cir. 1983), cert. denied, 469 11.5. 851 (1984); Ot v.
Goodpasture, 40 USPQ2d 1831 (D.N. Tex. 1996);
Herman v. William Brooks Shoe Co., 39 USPQ2d 1773
(SD.N.Y. 1996); Golden Valley Microwave Food Inc.
v. Weaver Popcorn Co., 837 F. Supp. 1444, 24 USPQ2d
1801 (N.D. Ind. 1992), aff'd, 11 E3d 1072 (Fed. Cir.
1993)(table), cert. denied, 511 U.S. 1128 (1994). Like-
wise, false statements by a practitioner in a paper sub-
mitted to the Office during the prosecution of an ap-
plication for patent has resuited in the patent issuing
on such application also being held unenforceable. See
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General Electro Music Corp. v. Samick Music Corp.,
19 E3d 1405, 30 USPQ2d 1149 (Fed. Cir. 1994)(false
statement in a petition to make an application special
constitutes inequitable conduct, and renders the patent
issuing on such application unenforceable).

In addition, an applicant has no duty to conduct a
prior art search as a prerequisite to filing an application
for patent. See Nordberg Inc. v. Telsmith, Inc., 82 E3d
394, 397, 38 USPQ2d 1593, 159596 (Fed. Cir. 1996);

FMC Corp. v. Hennessy Indus., Inc., 836 F2d 521, 526 n.6,

5 USPQ2d 1272, 1275~76 n.6 (Fed. Cir. 1987); FMC
Corp. v. Manitowoc Co., 835 F.2d 1411, 1415, 5 USPQ2d
1112, 1115 (Fed. Cir. 1987); American Hoist & Derrick
Co. v. Sowa & Sons, Inc., 725 F.2d 1350, 1362, 220 USPQ
763, 772 (Fed. Cir.), cert. denied, 469 U.S. 821, 224 USPQ
520 (1984). The “inquiry reasonable under the circum-
stances” requirement of 37 CFR 10.18 does not create
any new duty on the part of an applicant for patent to
conduct a prior art search. See MPEP 609; cf. Judin
v. United States, 110 E3d 780, 42 USPQ2d 1300 (Fed.
Cir 1997)(the failure to obtain and examine the accused
infringing device prior to bringing a civil action for in-
fringement violates the 1983 version of Fed. R. Civ.
P. 11). The “inquiry reasonable under the circum-
stances” requirement of 37 CFR 10.18, however, will re-
quire an inquiry into the underlying facts and circum-
stances when a practitioner provides conclusive state-
ments to the Office (e.g., a statement that the entire
delay in filing the required reply from the due date for
the reply until the filing of a grantable petition pursuant
to 37 CFR 1.137(b) was unintentional}.

37 CFR 10.18(c) specifically provides that violations
of 37 CFR 10.18(b)(1) may jeopardize the validity of the
application or document, or the validity or enforceability
of any patent, trademark registration, or certificate re-
sulting therefrom, and that violations of any of 37 CFR
10.18(b}{2)(i) through (iv} are, after notice and reason-
able opportunity to respond, subject to such sanctions as
deemed appropriate by the Commissioner, or the Com-
missioner’s designee, which may include, but are not lim-
ited to, any combination of:

(A) holding certain facts to have been established;

(B) returning papers;

(C) precluding a party from filing a paper, or
presenting or contesting an issue;

(D) imposing a monetary sanction;
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(E) requiring a terminal disclaimer for the period
of the delay; or

(F) terminating the proceedings in the Patent and
Trademark Office.

The Office has amended 37 CFR 1.4(d)(2) and 10.18

with the objective of discouraging the filing of frivolous
or patently unwarranted correspondence in the Office,
not to routinely review correspondence for compliance
with 37 CFR 10.18(b)}(2) and impose sanctions under
37 CFR 10.18(c).

Where the circumstances of an application or other
proceeding warrant a determination of whether there
has been a violation of 37 CFR 10.18(b), the file or the
application or other proceeding will be forwarded to the
Office of Enrollment and Discipline (OED) for a deter-
mination of whether there has been a violation of
37 CFR 10.18(b). In the event that OED determines
that a provision of 37 CFR 10.18(b) has been violated,
the Commissioner, or the Commissioner’s designee, will
determine what (if any) sanction(s) under
37 CFR 10.18(c) is to be imposed in the application or
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other proceeding. In addition, if OED determines that a
provision of 37 CFR 10.18(b) has been violated by a
practitioner, OED will determine whether such practi-
tioner is to be subject to disciplinary action (see 37
CFR 1.4(d)(2) and 10.18(d}). That is, OED wil} provide
a determination of whether there has been a violation of
37 CFR 10.18(b), and if such violation is by a practition-
er, whether such practitioner is to be subject to disciplin-
ary action; however, OED will not be responsible for im-
posing sanctions under 37 CFR 10.18(c) in an applica-
tion or other proceeding.

37 CFR 10.18(d) provides that any practitioner violat-
ing the provisions of this section may also be subject to
disciplinary action, 37 CFR 10.18(d) (and the corre-
sponding provision of 37 CFR 1.4(d)(2)) clarifies that a
practitioner may be subject to disciplinary action in
liew of, or in addition to, the sanctions set forth in
37 CFR 10.18(c) for violations of 37 CFR 10.18.
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