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301  Assignability of Patents and
Applications

35U.5.C. 261.  Ownership; assignment.

Subject to the provisions of this title, patents shall have the attributes
of personat property.

Applications for patent, patents, or any interest therein, shall be
assignable in law by an instrument in writing. The applicant, patentee, or
his assigns or legal representatives may in like manner grant and convey
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an exclusive right under his application for patent, or patents, to the
whole or any specificd part of the United States.

Acertificate of acknowledgment under the hand and official seal of a
person authorized to administer oaths within the United States, or, ina
foreign country, of a diplomatic or consular officer of the United States
oranofficer authorized to administer oaths whose authority is proved by
a certificate of a diplomatic or consular officer of the United States, or
apostille of an official designated by a foreign country which, by treaty or
convention, accords like effect 10 apostilles of designated officials in the
United States, shall be prima facie evidence of the execution of an
assignment, prant, or conveyance of 2 patent or application for patent.

An assignment, grant, or conveyance shall be void as against any
subsequent purchaser or mortgagee for valuable consideration, without
notice, unless it is recorded in the Patent and Trademark Office within
three months from its date or prior to the date of such subsequent
purchase or mortgage.

35US.C. 262 Joint owners.

In the absence of any agreement to the contrary, each of the joint
owners of a patent may make, use, offer to sell, or sell the patented
inventionwithin the United States, orimport the patentedinventioninto
the United States, without the consent of and without accounting to the
other owners.

37CFR 3.1 Definitions.

For purposes of this part, the following definitions shall apply:

Application means a national application for patent, an international
application that designates the United States of America, or an
application to register a trademark uniess otherwise indicated.

Assignment means a transfer by a party of all or part of its right, title
and interest in a patent or patent application, or a transfer of its entire
right, title and interest in a registered mark or a mark for which an
application to register has been filed.

Documentmeansadocument which a partyrequests tobe recordedin
the Office pursvant to § 3.11 and which affects some interest in an
application, patent, or registration.

Office means the Patent and Trademark Office.

Recorded document means a document which has been recorded in
the Office pursuant to § 3.11.

Registration means a trademark registration issued by the Office.

301.01  Accessibility of Assignment

Records

37 CFR 1.12.  Assignment records open to public inspection.

{a)(1) Separate assignment records arc maintained in the Patent
and Trademark Office for patents and trademarks, The assignment
records, relating to original or reissue patents, including digests and
indexes, for assignments recorded on or after May 1, 1957, and
assignment records relating to pending or abandoned trademark
applications and to trademark registrations, for assignments recorded
on or after January 1, 1955, are open to public inspection at the Patent
and Trademark Office, and copies of those assignment records may be
obtained upon request and payment of the fee set forthin §§ 1.19and 2.6
of this chapter.

{2} Allrecordsof assignments of patents recorded before May 1,
1957, and all records of trademark assignments recorded before January
1, 1955, are maintained by the National Archives and Records Adminis-
tration (NARA). The records are open (o public inspection. Certified
and uncertified copies of those assignment records are provided by
NARA upon requests and payment of the fees required by NARA.
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(b) Assignment records, digests, and indexes, relating to any
pending or abandoned patent application are not available to the pubtic.
Copies of any such assignment records and information with respect
thereto shall be obtainable only upon written authority of the applicant
or applicant’s assignee or attorney or agent or upon a showing that the
person seeking such information is a bona fide prospective or actual
purchaser, mortgagee, or Heensee of such application, unless it shall be
necessary 10 the proper conduct of business before the Office or as
provided by these rules.

{c) Anyrequestby a member of the publicseeking copies of any
assignment records of any pending or abandoned patent application
preserved in confidence under § 1.14, or any information with respect
thereto, must:

(1) Be in the form of a petition accompanied by the petition
fee set forth in § 1.17(D); or

(2) Inchude written authority granting access to the member
of the pubiic to the particular assignment records from the applicant or
applicant’s assignee or attorney or agent of record,

(d) An order for a copy of an assignment or other document
should identify the reel and frame number where the assignment or
document is recorded. If a document is identified without specifying its
correct reel and frame, an extra charge as set forth in § 1.21(j) will be
made for the time consumed in making a search for such assignment,

Assignment documents relating to patents, registra-
tions of trademarks, and applications for registration of
trademarks are open to public inspection.

The Office will not open only certain parts of an as-
signment document to public inspection. If such a docu-
ment contains two or more items, any one of which, if
alone, would be open to such inspection, then the entire
document will be open. Thus, if a document covers ei-
ther a trademark or a patent in addition to one or more
patent applications, it will be available to the public ab
initio; and if it covers a number of patent applications, it
will be so available as soon as any one of them is pat-
ented. Documents relating only to one or more pending
applications for patent will not be open to public inspec-
tion.

If the application on which a patent was granted is a
division or continuation of an earlier case, the assign-
ment records of that earlier case will be open to public
inspection; similar situations involving continuation-
in—part applications will be considered on their individ-
ual merits upon petition to the Office of Petitions.

Assignment records relating to reissue applications
ate open to public inspection.

Requests for abstracts of title for assignments of pat-
ents recorded after May 1, 1957, are provided by the Cer-
tification Division upon request and payment of fee re-
quired in 37 CFR 1.19. Requests for copies of pre—1957
records for patents should be directed to the National
Archives and Records Administration (NARA). Since
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these records are maintained by NARA, it is more expe-
ditious to request copies directly from NARA, rather
than from the Office, which would then have to route the
requests to NARA. Payment of the fees required by
NARA should accompany all requests for copies.

All assignment records from 1837 to April 30, 1957 for
patents are now maintained and are open for public in-
spection in the National Archives Research Room lo-
cated at the Washington National Records Center Build-
ing, 4205 Suitiand Road, Suitland, Maryland 20746.
Assipnment documents recorded before 1837 are main-
tained at the National Archives and Records Adminis-
tration, 841 Seouth Pickett Street, Alexandria, Virginia
22304,

Recording of Assignment Documents

37CER3.11.  Documents whick will be recorded.

(a) Assignments of applications, patents, and registrations,
accompanied by completed coversheets asspecifiedin §§ 3.28and 3.31,
will be recorded in the Office. Other documents, accompanied by
completed cover sheets as specified in §§ 3.28and 3.31, affecting title to
applications, patents, orregistrations, wiltbe recorded as provided in this
paxt or at the discretion of the Commissioner.

(b} Executive Order 9424 of February 18, 1944 (9 FR 1959,
3 CFR1943-1948 Comp., p. 303) requires the several departments and
other executive agencies of the Government, including Government —
ownedor Government—controlled corporations, 1o forward promply to
the Commissioner of Patents and Tradermarks for recording all licenses,
assignments, or other interests of the Governmentin or under patentsor
patent applications. Assignments and other documents affecting title to
patents or patent applications and documents not affecting title to
patents or patent applications required by Executive Order 9424 10 be
filed will be recorded as provided in this part.

37CFR3.58.  Governmental registers.

(a) The Office will maintain a Departmental Register to record
governmental interests required to be recorded by Executive Order
9424, This Departmental Register will not be open to public inspection
but will be available for examination and inspection by duly authorized
representatives of the Government. Governmential interests recorded
on the Departmental Register will be available for public inspection as
provided in § 1.12.

(b) The Office will maintain a Secret Register to record gover-
mental interests required to be recorded by Executive Order 9424, Any
instrument to be recorded will be placed on this Secret Register at the
request of the department or agency submitting the same. No informa-
tion will be given concerning any instrument in such record or register,
and no examination or inspection thereof or of the index thereto will be
permitted, except on the written authority of the head of the department
oragencywhich submitted the instrument and requested secrecy, and the
approval of such authority by the Commissioner of Patents and
Trademarks. No instrument or record other than the one specified may
be examined, and the examination must take place in the presence of a
designated official of the Patent and Trademark Office. When the
departmentor agencywhich submitted aninstrument nolonger requires
secrecy with respect to that instrument, it must be recorded anew in the
Departmental Register.

300 ~ 2



OWNERSHIP ANDASSIGNMENT

Effective September 4, 1992, Part 3 has been added to
37 CFR to set forth Office rules on recording assign-
ments and other documents and the rights of an assign-
ee.

302.01 Assignment Document Must
Be Original or True Copy
for Recording
37CFR3.24. Formal requirements for documenis and cover
sheets.

The document and cover sheet must be legible. Either the original
document or a true copy of the original document, may be submitted for
recording. Only one side of each page shall be used. The paper used
should be flexible, strong, white, non—shiny, durable, and preferably no
larger than 21.6x33.1 cm. (8 1/2x 14 inches) with a 2.5 cm. (one—inch)
margin on all sides.

The Patent and Trademark Office will accept and re-
cord only an original, or a true copy of an original assign-
ment or other document. See MPEP § 317,

Certification shall be made by the person submitting a
copy of an original document that the document sub-
mitted is a true copy of the original. The certification is
not required to be in cath or declaration form.

302.02 Translation of Assignment Document

37 CER 3.26. English language requirement,

The Office will accept and record non~English language documents

only if accompanied by an English transtation signed by the individual
making the translation.

The assignment document, if not in the English lan-
guage, will not be recorded unless accompanied by an
English translation signed by the translator.

302.03

37 CFR3.21.  Hentification of patents and patent applications.

An assignment relating to a patent must identify the patent by the
patent number. An assignment relating to a national patent application
must identify the national patent application by the application number
{consisting of the seriescode and the serial number, e.g.,07/123,456). An
assignment relating to an international patent application which desig-
nates the United States of America must identify the international
application by the international application number (e.g, PCI/
USS0/01234), If an assignment of a patent application filed under
§ 1.53(b) is exccuted concurrently with, or subsequent to, the execution
of the patent application, but before the patent appiication is filed, it
must identify the patent application by its date of execution, name of each
inventor, and title of the invention so that there can be no mistake as to
the patent application intended. If an assignment of a provigional
application under § 1.53(c) is exccuted before the provisional applica-
tion is filed, it must identify the provisional application by name of each
inventor and title of the invention so that there can be no mistake as to
the provisional application intended.

Identifying Patent or Application
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302.04

The patent or patent application to which an assign-
ment relates must be identified by patent number or
application number unless the assignment is executed
concurrently with or subsequent to the execution of the
application but before the application is filed. Then, the
application must be identified by the date of execution,
the names(s) of the inventors, and the title of the inven-
tion. If an assignment of a provisional application is exe-
cuted before the provisional application is filed, it must
identify the provisional application by names(s) of the
inventors and the title of the invention.

The Office makes every effort to provide applicants
with the application numbers for newly filed patent ap-
plications as soon as possible. It is suggested, however,
that an assignment be written to allow entry of the identi-
fying number after the execution of the assignment. An
example of acceptable wording is:

“I hereby authorize and request my attorney, (Insert
name), of (Insert address), to insert here in parentheses
(Application number ,filed  )the filing date and
application number of said application when known.”

302.04 Foreign Assignee May Designate
Domestic Representative

35U.8.C. 293,  Nonresident patentee; service and notice.

Every patentee not residing in the United States may file in the Patent
and Trademark Office a written designation stating the name and
address of a person residing within the United States on whom may be
served process or notice of proceedings affecting the patent or rights
thereunder. If the person designated cannot be found at the address
given in the fast designation, or if no person has been designated, the
United States District Court for the District of Columbia shall have
jurisdiction and summons shall be served by publication or otherwise as
the court directs. The court shall have the same jurisdiction to take any
action respecting the patent or rights thereunder that it would have if the
patentee were personally within the jurisdiction of the court.

37 CFR 3.61.  Domestic representalive.

If the assignee of a trademark application or registration is not
domiciled in the United States, the assignee must designate, inwriting to
the Office, a domesticrepresentative. Anassignec ofa patentapplication
or patent may designate a domestic representative if the assignee is not
residing in the United States. The designation shall state the name and
address of a person residing within the United States on whom may be
served process or notice of proceedings affecting the application, patent
or registration or rights thereunder.

An assignee not domiciled in the United States may,
by written document signed by such assignee, designate
a domestic representative. The designation of domestic
representative should always be a paper separate from
any assignment document, in order that the paper of des-
ignation can be retained in the appropriate application
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or patent file. Also, there should be a separate paper of
designation of representative for each patent or applica-
tion, so that a designation paper can be placed in each
tile. The designation of a domestic representative should
be directed to the Office of the Solicitor for processing.

302.05 Address of Assignee

The address of the assignee may be recited in the as-
signment document and must be given in the required
cover sheet. See MPEP § 302.07.

302.06 Fee for Recording

37 CFR 341.  Recording fees.

(a) Allrequests to record documents must be accompanied by
the appropriate fee. Exceptasprovided in paragraph (b}ofthissection, a
feeisrequired foreachapplication, patentandregistration againstwhich
the document is recorded asidentified in the cover sheet. The recording
fee issetin § 1.21(h) of this chapter for patents andin § 2.6(q) of this
chapter for trademarks.

{(b) No fee is required for each patent application and patent
againstwhich a documentrequired by Executive Order %424 is to be filed
if:

(1)} The document does not affect title and is so identified in
the cover sheet (see § 3.31(c)(2)); and

(2) Thedocumentand cover sheet are mailedto the Office in
compliance with § 3.27(b).

The recording fee set forth in 37 CFR 1.21(h) is
charged for each patent application and patent identi-

fied in the required cover sheet except as provided in 37
CFR 3.41(b).

302.07 Assignment Document Must Be
Accompanied by a Cover Sheet
37 CFR3.28.  Requests for recording.

Each document submitted to the Office for recording must
beaccompaniedbyatleastone cover sheet asspecifiedin §3.31 referring
either to those patent applications and patents, or to those trademark
applications and registrations, against which the document is to be
recorded. If a document to be recorded includes interests in, or
transactions involving, both patentsand trademarks, separate patent and
trademark cover sheets must be submitted. Only one set of documents
and cover sheets to be recorded should be filed. If a document to be
recorded is not accompanied by a completed cover sheet, the document
and any incomplete cover sheet will be returned pursuant to § 3.51 for
proper completion of a cover sheet and resubmission of the document
and a completed cover sheet,
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37 CFR 3.31.  Cover sheet content.

{(a) Each patent or trademark cover sheet required by §328

must contain: '

(1) The name of the party conveying the interest:

{2) Thename and address of the party receiving the interest;

(3) A description of the interest conveyed or transaction to
be recorded;

(4) Each application number, patent number or registration
number against which the decument is to be recorded, or an indication
that the document is filed together with a patent application;

{5) The name and address of the party to whom correspon-
dence concerning the request to record the document should be mailed;

(6) The number of applications, patents or registrations
identified in the cover sheet and the total fee;

(7) The date the document was executed;

(8) Anindication that the assignee of a trademark applica-
tioty or registration who is not domiciled in the United States has
designated a domestic representative (see § 3.61); and

(9) Astatementby the party submitting the document that to
the best of the person’s knowledge and belief, the information contained
on the cover sheet is true and correct and any copy submitted is a true
copy of the original document; and

(10) The signature of the party submitting the document.

(b} A coversheetmay not refer to both patents and trademarks.
{(c) Each patent cover sheet required by § 3.28 seeking to record
a governmental interest as provided by § 3.11(b) must:

(1} Indicate that the document is to be recorded on the
Governmental Register, and, if applicable, that the document is to be
recorded on the Secret Register (see § 3.58); and

(2) Indicate, if applicable, that the document to be recorded
is not a document affecting title (see § 3.41(b)).

Each assignment document submitted to the Office
for recording must be accompanied by a cover sheet as
required by 37 CFR 3.28. The patent cover sheet must
contain:

(A) The name of the party conveying the interest;

(B) The name and address of the party receiving
the interest;

(€) A description of the interest conveyed or
transaction to be recorded;

(D) Each patent application number or patent
number against which the document is to be recorded, or
an indication that the document is filed together with a
patent application;

(E) The name and address of the party to whom
correspondence concerning the request to record the
document should be mailed;

(F}) The number of patent applications and pat-
ents identified in the cover sheet and the total fee;

(G) The date the document was executed;

(H) A statement by the party submitting the
document that to the best of the person’s knowledge and
belief, the information contained on the cover sheet is
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OWNERSHIP AND ASSIGNMENT 306

true and correct and any copy submitted is a true copy of
the original document; and

(I} The signature of the party submitting the
document,

The term “party” as vsed in 37 CFR 3.31 means the
person whose name appears on the documents to be re-
corded, that person’s attorney or registered agent, or an
appropriate official where a corporation’s or other orga-
nization’s name appears on the document.

Examples of the type of descriptions of the interest
conveyed or transaction to be recorded that can be iden-
tified are:

{A) assignment,

(B) security agreement,
{C) merper,

{D) change of name,
(E) license,

(F) foreclosure,

(G) lien, and

(H) contract.

Cover sheets required by 37 CFR 3.28 seeking to re-
cord a governmental interest must also (1) indicate that
the document is to be recorded on the Governmental
Register, and, if applicable, that the document is to be
recorded on the Secret Register (see 37 CFR 3.58); and
(2) indicate, if applicable, that the document to be re-
corded is not a document affecting title.

A patent cover sheet may not refer to trademark
applications or registrations.

302.08 Mailing Address for Submitting
Assignment Documents

37 CFR 3.27.
recorded.

(a} Except as provided in paragraph (b) of this section, docu-
ments and cover sheets to be recorded should be addressed to the
Commissioner of Patents and Trademarks, Box Assipnment, Washing-
ton, D.,C, 20231, unless they are filed together with new applications or
with a petition under § 3.31(b).

(b) A document required by Executive Order 9424 to be filed
which does not affect title and is so identified in the cover sheet (see §
3.31{c)(2)) must be addressed and mailed to the Commissioner of
Patents and Trademarks, Box Government [nterest, Washington, D.C.
20231.

Mailing address for submitting documents to be

37 CFR 3.27 sets out how documents submitted for re-
cording should be addressed to the Office. Except as pro-
vided in 37 CFR 3.27(b}, to ensure prompt and proper
processing, documents and their cover sheets should be
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addressed 1o the Commissioner of Patents and Trade-
mark, Box Assignment, Washington, DC 20231, unless
they are filed together with new applications or with a
petition under 37 CFR 3.81(b). Petitions under 37 CFR
3.81(b) should be addressed to the Assistant Commis-
sioner for Patents, Box DAC, Washington, DC 20231.
New applications and other petitions should be ad-
dressed to the Assistant Commissioner for Patents,
Washington, DC 20231. A document required by Execu-
tive Order 9424 to be filed which does not affect title and
is so identified on the cover sheet must be addressed and
mailed to the Commissioner of Patents and Trademarks,
Box Government Interest, Washington, DC 20231,

303  Assignment Documents Not Endorsed
on Pending Applications

Certified copies of patent applications as filed do not
include an indication of assignment documents. Appli-
cants desiring an indication of assignment documents of
record should request separately certified copies of as-
signment documents and submit the fees required by
37 CFR 1.19.

When the determination of the assignment condition
of an application is significant, as when applications of
different inventors contain conflicting claims, if is neces-
sary for the examiner to obtain assignment information
from PALM or request a title report from Assignment
Division. See MPEP § 320.

306  Assignment of Division, Continuation,
Substitute, and Continuation—in—Part
in Relation to Parent Case

In the case of a division or continuation, a prior assign-
ment recorded against the original application is applied
to the division or continuation application because the
assignment recorded against the original application
gives the assignee rights to the subject matter common to
both applications.

In the case of a substitute or continuation—in=--part, a
prior assignment of the original application is not ap-
plied fo the substitute or continuation—in--part applica-
tion because the assignment recorded against the origi-
nai application gives the assignee rights to only the sub-
ject matter common to both applications. Substitute or
continuation—in—part applications require a new as-
signment if they are to be issued to an assignee.
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The front page of the printed patent includes all iden-
tifying parent data of continuation-in—part, continua-
tion, divisional, and reissue applications. It should be
noted, however, that inclusion of this information does
not necessarily indicate that the claims are entitled to
the benefit of the earlier filing date.

306.01 Assignment of an Application

Claiming the Benefits of a
Provisional Application

An application claiming the priority benefits of a pro-
vistonal application under 35 U.S.C. 119(e) should not
be called a continuation, division, or continuation—in—
part even though the claim for priority from a provisional
application would make it appear to be one of these
types of continuing applications. The benefit of an earli-
er filing date for continuations, divisions, and continua-
tions~in-part may be claimed under the provisions of
35U.8.C. 120 while the benefit of an earlier filing date of
a provisional application may be claimed under the pro-
visions of 35 U.S.C. 119(e). -

As set forth in MPEP § 306, assignments recorded
against an original application gives the assignee rights
to the subject matter common to both applications.
Therefore, a prior assignment in a parent application
carries over into continuation and division applications
since all subject matter contained in the continuation or
division application was included in the parent. Continu-
ations—in—part require new assignments due to the
additional material included therein,

if an application which claims the earlier filing date of
a provisional application under 35 U.S.C. 119(e) in-
cludes only subject matter which formed a part of the
provisional application, an assignment recorded against
the provjsional application will be effective in the later
application, similar to the practice with respect to con-
tinuations and divisions filed under 35 U.S.C. 120. If an
application claiming the earlier filing date of a provision-
al application includes subject matter that is not common
with subject matter of the provisional application, new
assignment papers must be submitted in the later ap-
plication, similar to the practice with respect to continu-
ations—in—part filed under 35 U.5.C. 120.
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307  Issue to Assignee

35 US.C. 152, Issue of patent to assignee.

Patents maybe granted tothe assignee of the inventor of record in the
Patent and Trademark Office, upon the application made and the
specification sworn to by the inventor, except as otherwise provided in
this title.

37 CFR 3.81.  Issue of patent to assignee.

{a) For apatent application, if an assignment of the entire right,
title and interest is recorded before the issue fee is paid, the patent may
issue in the name of the assignee. If the assignee holds an undivided part
interest, the patent may issue jointly to the inventor and the assignee. At
the timethe issue fee is paid, the name of the assignee must be provided if
the patent is to issue solely or jointly to that assignee.

(b} Tfthe assignment issubmitted for recording after the date of
payrent of the issue fee, but prior to issuance of the patent, the assignee
may petitionthat the patent issue to the assignee. Anysuch petition must
be accompanied by the fee set forth in § 1.17()(1) of this chapter.

Normally, for the patent to issue to an assignee, the as-
signment must be recorded in the Patent and Trademark
Office at a date not later than the day on which the issue
fee is paid. If the assignment is submitted for recording
after the day on which the issue fee is paid, the patent
may issue to an assignee upon granting a petition filed
under 37 CFR 3.81.

Only the first appearing name of an assignee will be
printed on the patent where multiple names for the same
party are identified on the Issue Fee Transmittal form,
PTOL—-85B. Such multiple names may occur when both
a legal name and an “also known as” or “doing business
as” name is also included. This printing practice will not,
however, affect the existing practice of recording assign-
ments with the Office in the Assignment Division, The
assignee entry on form PTOL~85B should still be com-
pleted to indicate the assignment data as recorded in the
Office. For example, the assignment filed in the Office
and, therefore, the PTOL—85B assignee entry might
read “Smith Company doing business as (d.b.a.} Jones
Company.” The assignee entry on the printed patent will
read “Smith Company.”

Irrespective of whether the assignee participates in
the prosecution of the application, the patent issues to
the assignee if so indicated on the Issue Fee Transmittal
form PTOL~-858. Unless an assignee’s name and ad-
dress are identified in item 3 of the Issue Fee Transmittal
form PTOL—85B, the patent will issue to the applicant.
Assignment data printed on the patent will be based
solely on the information so supplied.

A request for a certificate of correction under 37 CFR
1.323 (see MPEP § 1481 and § 1485) arising from
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OWNERSHIPAND ASSIGNMENT 311

incomplete or erroneous assignee’s name furnished in
item 3 of PTOL~—85B will not be granted unless a peti-
tion under 37 CFR 1.183 has been granted. Any such
petition under 37 CFR 1.183 should be directed to the
Office of Petitions and should include;

(A) the petition fee required by 37 CFR 1.17(h);

(B) arequest that 37 CFR 3.81(a) be waived to
permit the correct name of the assignee to be provided
after issuance of the patent;

(C) a statement that the failure to include the
correct assignee name on the PTOL—85B was inadver-
ient; and

(D) a copy of the Notice of Recordation of
Assignment Document.

309  Restrictions Upon Employees of Patent
and Trademark Office

35US.C 4 Restrictions on officers and emplovees as to
interests in patents.

Officers and employees of the Patent and Trademark Office shall be
incapable, during the period of their appointments and for one year
thereafter, of applying for a patent and of acquiring, directly or
indirectly, except by inheritance or bequest, any patent or any right or
interest in any patent, issued or to be issued by the Office. In patents
applied for thereafter they shall not be entitled to any priority date
earlier than one year after the termination of their appointment.

31¢  Govermment License Rights to
Contractor—Owned Inventions Made
Under Federally Spensored Research
and Development

Where a Government contractor retains U.S. domes-
tic patent rights, the contractor is required to include the
following statement at the beginning of the application
and any patents issued thereon:

“The U.S. Government has a paid—up license in this
invention and the right in limjted circumstances to re-
quire the patent owner to license others on reasonable
terms as provided for by the terms of (contract No. or
Grant No.) awarded by (Agency).”

If reference is made in the first sentence of the ap-
plication to prior copending applications of the appli-
cant, such prior applications must be referred to in the
first sentence of the specification (37 CFR 1.78(a) and
MPEP § 201.11), and in this case the required “Govern-
ment License Rights” statement should follow immedi-
ately as the second paragraph of the specification.
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If there is no reference to an earlier application, the
required “Government License Rights” statement
should appear as the first paragraph of the specification.
See 37 CFR 1.77.

311  Filing of Notice of Arbitration Awards

35 US.C. 294, Voluntary arbitration.

{a) A contract involving a patent or any right under a patent
may con{ain a provision requiring arbitration of any dispute relating
to patent validity or infringement arising under the contract. In the
absence of such a provision, the parties to an existing patent validity
or infringement dispute may agree in writing to settle such dispute
by arbitration. Any such provision or agreement shall be valid, irrevoca-
ble, and enforceable, except for any grounds that exist at law or in
equity for revocation of a contract.

(b) Auxbitration of such disputes, awards by arbitrators and
confirmation of awards shall be governed by title 9, United States Code,
to the extent such title is not inconsistent with this section. In any such
arbitration proceeding, the defenses provided for under section 282 of
this title shall be considered by the arbitrator if raised by any party to the
proceeding,

(¢) Anaward by anarbitrator shall be final and binding between
the parties to the arbitration but shall have no force oreffect on any other
person. The parties toan arbitration may agree thatin the event a patent
which is the subject matter of an award is subsequently determined tobe
invalid or unenforceable in ajudgment rendered by a court of competent
jurisdiction from which no appeal can or has beentaken, such award may
be modified by any court of competent jurisdiction upon application by
any party to the arbitration. Any such medification shall govern the
rights and obligations between such parties from the date of such
modification.

(d) When an award is made by an arbitrator, the patentee, his
assignee or licensee shall give notice thereof in writing to the Commis-
sioner. There shall be a separate notice prepared for each patent
involved in such proceeding. Such notice shall set forth the names and
addresses of the parties, the name of the inventor, and the name of the
patent owner, shall designate the number of the patent, and shall contain
a copy of the award. If an award is modified by a court, the party
requesting such modification shall give notice of such modificationto the
Commissioner. The Commissioner shall, upon receipt of either notice,
enter the same in the record of the prosecution of sech patent, If the
required notice is not filed with the Commissioner, any party to the
proceeding may provide such notice to the Commissioner.

(e) The award shall be unenforceable until the notice required
by subsection {d) is received by the Commissioner.

37 CFR 1.335.  Filing of notice of arbifration awards.

(a) Written notice of any award by an arbitrator pursuant to
3511.8.C. 294 must be filed in the Patent and Trademark Office by the
patentee, or the patentee’s assignee or licensee. If the award involves
more than one patent aseparate notice must be filed for placement in the
file of each patent. The notice must set forth the patent number, the
names of the inventor and patent owner, and the names and addresses of
the parties to the arbitration. The notice must also inclede a copy of the
award.

(b) If an award by an arbitrator pursuant to 35 US.C. 294 is
modified by a court, the party requesting the modification must file in the
Patent and Trademark Office, a notice of the modification for placement
in the file of each patent to which the modification applies. The notice
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must set forth the patent number, the names of the inventor and patent
owner, andthe names and addresses of the parties to the arbitration. The
notice must also include a copy of the court’s order modifying the award.

(c) Anyawardbyanarbitrator pursuant to 35 U.S.C. 294 shall be
unenforceable until any notices required by paragraph (a) or (b) of this
section are filed in the Patent and Trademark Office. If any required
notice is not filed by the party designated in paragraph (a) or (b) of this
section, any party to the arbitration proceeding may file such a notice.

The written notices required by this section should be
directed to the attention of the Office of the Solicitor,
which Office will be responsible for processing such no-
tices.

313  Recording of Licenses, Security

Interests, and Other Documents Other
Than Assignments

In addition to assignments and documents required to
be recorded by Executive Order 9424, documents affect-
ing title to a patent or application will be recorded in the
Assignment Division of the Patent and Trademark
Office. Other documents not affecting title may be re-
corded at the discretion of the Commissioner. 37 CFR
3.11(a).

Thus, some documents which relate to patents or ap-
plications will be recorded, although they do not consti-
tute a transfer or change of title. Typical of these docu-
ments which are accepted for recording are license
agreements and agreements which convey a security in-
terest. Such documents are recorded in the public inter-
est in order to give third parties notification of equitable
interests or other matters relevant to the ownership of a
patent or application.

Any document returned unrecorded, which the send-
cr nevertheless believes represents an unusual case
which justifies recordation, may be submitted to the
Office of Petitions with a petition under 37 CFR 1.181
requesting recordation of the document,

The recordation of a document is not a determination
of the effect of the document on the chain of title. The
determination of what, if any, effect a document has on
title will be made by the Office at such times as owner-
ship must be established to permit action to be taken by
the Office in connection with a patent or an application.
See MPEP § 324,
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314 Certificates of Change of Name or

of Merger

Certificates issued by appropriate authorities showing
a change of name of a business or a merger of businesses
are recordable. Although a mere change of name does
not constitute a change in legal entity, it is properly a link
in the chain of title. Documents of merger are also prop-
er inks in the chain of title. They may represent a change
of entity as well as a change of name.

315  Indexing Against a Recorded

Certificate

Prior to amendment of the Rules of Practice to add
Part 3 to 37 CFR, jt had been the practice of the
Patent and Trademark Office to process requests for
“indexing” or “cross—referencing” additional patent
numbers or application numbers against a document,
other than an assignment, previously recorded in the As-
signment Division, upon submission of a transmittal let-
ter and recording fee. The Office no longer processes
such indexing requests. Such requests do not comply
with 37 CFR 3.11, 3.28, and 3.31, which require that each
request for recordation include the document to be re-
corded and a cover sheet.

Therefore, even where a document has already been
recorded in the Assignment Division in connection with
a patent or patent application, a party that wishes re-
cordation of that document with respect to additional
patents and/or patent applications must submit the fol-
lowing to the Assignment Division:

(A) the original document, or a true copy of the
original document (may consist of the previously re-
corded papers on which the Assignment Division has
stamped the reel and frame numbers at which they are
recorded, or a copy of such papers);

{B) acompleted cover sheet (see 37 CFR 3.31 and
MPEP § 302.07); and

(C) the appropriate recording fee (see 37 CFR
1.21(h) and 3.41).

‘Fhe Office will assign a new recording date to that sub-
mission, update the assignment database, and microfilm
the cover sheet and document, which shall become part
of the official record,
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317 Handling of Documents in the
Assignment Division

All documents and cover sheets submitted for record-
ing are examined for formal requirements in the Assign-
ment Division in order to separate documents which are
recordabie from those which are not recordable. -

Documents and cover sheets that are considered not
to be recordable are returned to the sender by the As-
signment Division with an explanation. If the sender dis-
agrees or believes that the document represents an un-
usual case which justifies recordation, the sender may
present the question to the Commissioner by way of peti-
tion under 37 CFR 1.181, filed with the Office of Peti-
tions.

After an assignment and cover sheet have been re-
corded, they will be returned to the name and address in-
dicated on the cover sheet to receive correspondence,
showing the reel and frame number.

317.01 Recording Date

37 CFR 3.51.  Recording date.

The date of recording of a document is the date the document
meeting the requirements for recording set forth inthispartisfiled in the
Office. A document which does not comply with the identification
requirements of § 3.21 willnotbe recorded. Documents not meeting the
other requirements for recording, for example, a document submitted
without a completed cover sheet or without the required fee, will be
returned for correction to the sender where a correspondence address is
available. Thereturned papers, stamped with the original date of receipt
by the Office, will be accompanied by a letter which will indicate that if
the returned papers are corrected and resubmitted to the Office within
the time specified in the letter, the Office will consider the original date
of filing of the papers as the date of recording of the document. The
procedure set forth in § 1.8 or § 1.10 of this chapter may be used for
resubmissions of returned papers to have the benefit of the date of
deposit in the United States Postal Service. If the returned papers are
not corrected and resubmitted within the specified period, the date of
filing of the corrected papers will be considered to be the date of
recording of the document. The specified period to resubmit the
returned papers will not be extended.

The date of recording of a document is the date the
document meeting the requirements for recording set
forth in the regulations is filed in the Office. A document
which does not comply with the identification require-
ments of 37 CFR 3.21 will not be recorded. Documents
not meeting the other requirements for recording, for
example, a document submitted without a completed
cover sheet or without the required fee, will be returned
for correction to the sender where a correspondence ad-
dress is available.
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317.03

317.02 Correction of Returned Documents

and Cover Sheets

Assignment documents and cover sheets which are re-
turned by Assignment Division will be stamped with
the original date of receipt by the Office and will be ac-
companied by a letter which will indicate that if the re-
turned papers are corrected and resubmitted to the Of-
fice within the time specified in the letter, the Office will
consider the original date of filing of the papers as the
date of recording of the document. See 37 CFR 3.51.
The certification procedure under 37 CFR 1.8 or the
“Express Mail” procedure under 37 CFR 1.10 may be
used for resubmissions of returned papers to obtain the
benefit of the date of deposit in the United States Postal
Service. If the returned papers are not corrected and
resubmitted within the specified period, the date of fil-
ing of the corrected papers will be considered to be the
date of recording of the document. The specified period
to resubmit the returned papers will not be extended.

317.03 Effect of Recording

37 CFR3.54.  Ejfect of recording.

The recording of a2 document pursuant to § 3.11 is niot a deter-
minationbythe Officeofthevalidityofthedocumentortheeffectthat |
document has on the title to an application, a patent, or a registration,
‘When necessary, the Office will determine what effect a document has,
including whether a party has the authority to take an action in a matter
pending before the Office.

37 CFR 3.56. Conditional assignments.

Assignments which are made conditional on the performance of
certain acts or events, such as the payment of money or other condition
subsequent, if recorded in the Office, are regarded as absolute assign-
menis for Office purposes until canceled with the written consent of all
partics or by the decree of a court of competent jurisdiction, The Office
does not determine whether such conditions have been fulfilled.

The recording of a document is not a determination by
the Office of the validity of the document or the effect
that document has on the title to an application or pat-
ent. When necessary, the Office will determine what
effect a document has, including whether a party has the
authority to take an action in a matter pending before
the Office. See MPEP § 324.

37 CFR 3.56 provides that an assignment, which at the
time of its execution is conditional on a given act or
event, will be treated by the Office as an absolute assign-
ment. This rule serves as notification as to how a condi-
tional assignment will be treated by the Office in any
proceeding requiring a determination of the owner
of an application, patent, or registration. Since the
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Office will not determine whether a condition has been
fulfilled, the Office will treat the submission of such an
assignment for recordation as signifying that the act or
event has occurred. A security agreement that does not
convey the right, title, and interest of a patent prop-
erty is not a conditional assignment.

318 Documents Net to be Placed in Files

Assignment documents submitted for recording
should not be placed directly in application or patent
files, but should be forwarded to Assignment Division
for recording.

320  Title Reports

The “title report” is a form which can be used un-
der certain circumstances by the Assignment Division to re-
port to someone within the Office the name of the owner of
an application or patent as shown by the Assignment
Division records on the date the title report is made. For
example, a title report is requested by the Reexamina-
tion Preprocessing Staff when a request for reexamination is
filed. Title reports are for internal Office use only, and are not
available for order by applicants or attorneys. Examiners
may obtain a title report by requesting a title report from
Assignment Division.

Note: The public can request a certified abstract of
title. The fee for this service is set forth at 37 CFR
1.19(b){(4). See MPEP § 301.01 for a discussion of which
assignment records are publicly available.

It is not normally necessary for title to be ascertained
by an examiner by means of the “title report” form, since
such information is not nommally required to examine the
application, and since examiners can obiain assignment in-
formation through PALM. See MPEP § 303.

323  Procedures for Correcting Errors in

Recorded Assignment Document

An error in a recorded assignment document will be
corrected by Assignment Division provided a “corrective
document” is submitted. The “corrective document”
must include the following;

(A) The original assignment document with the
corrections made therein. The corrections must be
initialed and dated by the party conveying the interest;
and
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(B) A new Recordation Form Cover Sheet (form
PTO~-1619).

The new recordation form cover sheet must identify
the submission as a “corrective document” submission
and indicate the reel and frame number where the incor-
rectly recorded assignment document appears. The per-
son signing the new recordation form cover sheet must
state that the information provided on the new cover
sheet is true and correct and that any copy submitted is a
true copy of the original document. The original cover
sheet should be submitted with the corrective document.
The corrective document will be recorded and given a
new reel and frame number and recording date. The
recording fee set forth in 37 CFR 1.21(h) is required
for each patent application and patent against which
the corrective document is being recorded. See MPEP
§ 302.06. '

Corrections may be made on the original assignment
document, for example, by lining out an incorrect patent
or application number in a merger or change of name
(see MPEP § 314).

Office policy regarding recordation of assignment
documents is directed toward maintaining a complete
history of claimed interests in property and, therefore,
recorded assignment documents will not be expunged
even if subsequently found to be invalid. See In re Ratny,
24 USPQ2d 1713 (Comm’r Pat. 1992).

323.01 Correction of Error in Recorded
Cover Sheet
37 CFR 334 Cowrection of cover sheet ervors.

(a) Anerrorina cover sheet recorded pursuant to § 3.1 willbe
corrected only if:
(1) The error is apparent when the cover sheet is compared
with the recorded document to which it pertains, and
(2) A corrected cover sheet is filed for recordation.
{b) The corrected cover sheet must be accompanied by the
originally recorded document or a copy of the originally recorded
document and by the recording fee as set forth in § 3.41,

Any alleged error in a recorded cover sheet will
only be corrected if the error is apparent from a compar-
ison with the recorded assignment document. The corrected
cover sheet should be directed to Assignment Division.

324  Establishing Right of Assignee to Take
Action
37 CFR 3.73.  Establishing right of assignee to take action.

(a) The inventor is presumed to be the owner of a patent
application, and any patent that may issue therefrom, unless there is an
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assignment. The original applicant is presumed to be the owner of a
trademark application unless there is an assignment.

{b) When anassignee seeks to take action in a matter before the
Office with respect to a patent application, trademark application,
patent, registration, or reexamination proceeding, the assignee must
establish its ownership of the property to the satisfaction of the
Commissioner. Ownership is established by submitting to the Office, in
the Office file related to the matter in which action issought to be taken,
documentary evidence of a chain of title from the original owner to the
assignee {¢.g., copy of an executed assignment submitted for recording)
or by specifying (e.g., reel and frame number) where such evidence is
recorded in the Office. The submission establishing ownership must be
signed bya party authorized to act onbehalf of the assignee. Documents
submitted to establish ownership may be required to be recorded as a
condition to permifting the assignee to take action in a matter pending
before the Office.

When an assignee first seeks to take action in a matter
before the Office with respect to a patent application,
patent, or reexamination proceeding, the assignee must
establish its ownership of the property to the satisfaction
of the Commissioner. 37 CFR 3.73(b). The assignee’s
ownership may be established either:

(A) by submitting to the Office, in the Office file
related to the matter in which action is sought to be
taken, documentary evidence of a chain of title from the
original owner to the assignee {e.g., copy of an executed
assignment submitted for recording}; or

(B) by specifying (e.g., reel and frame number)
where such evidence is recorded in the Office.

Documents submitted to establish ownership may be
required to be recorded as a condition to permitting the
assignee to take action in a matter pending before the
Office.

Once 37 CFR 3.73(b) is complied with by an assignee,
that assignee may continue to take action in that applica-
tion, patent, or reexamination proceeding without filing
a 37 CFR 3.73(b) submission each time, provided that
ownership has not changed.

The subrmission establishing ownership must be
signed by a party authorized to act on behalf of the as-
signee. For example, the submission under 37 CFR
3.73(b) may be signed on behalf of the assignee in the fol-
lowing two manners if the assignee is an organization
(e.g., corporation, partnership, university, government
agency, efc.).

(A) The submission may be signed by a person in
the organization having apparent authority to sign on
behalf of the organization. An officer (president, vice—
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president, secretary, or treasurer) is presumed to have
authority to sign on behalf of the organization. The
signature of the chairman of the board of directors is
acceptable, but not the signature of an individual
director. Modifications of these basic titles are accept-
able, such as vice—president for sales, executive vice—
president, assistant treasurer, vice—chairman of the
board of directors. A person having a title (manager,
director, administrator, general counsel) that does not
clearly set forth that person as an officer of the assignee
is not presumed to have authority to sign the submission
on behalf of the assignee. A power of attorney from the
inventors in an organization to a practitioner to prose-
cute a patent application does not make the practitioner
an official of an assignee or empower the practitioner to
sign the submission on behalf of the assignee.

(B) The submission may be signed by any person,
if the submission includes an averment that the person is
empowered to sign the submission on behalf of the
assignee. Where a submission does not comply with (A)
or (B) above, evidence of the person’s authority to sign
will be required.

Examples of situations where ownership must be es-
tablished under 37 CFR 3.73(b) are when the assignee:
signs a request for a continued prosecution application
under 37 CER 1.53(d)}, unless papers establishing owner-
ship under 37 CFR 3.73(b) were filed in the prior
application and ownership has not changed (MPEP
§ 201.06(d)); signs a request for status of an application
o1 gives a power to inspect an application (MPEP § 102
and § 104); acquiesces to express abandonment of an ap-
plication (MPEP § 711.01); appoints its own legal repre-
sentative (37 CFR 3.71 and MPEP § 402.07); signs a ter-
minal disclaimer (MPEP § 1490); consents to the filing of
a reissue application (MPEP § 1410.01); consents to the
correction of inventorship (MPEP § 201.03 or § 1481);
files an application under 37 CFR 1.47(b) (MPEP
§ 409.03(b)) or 37 CFR 1.425; signs an Issue Fee Trans-
mittal (PTOL~85B) (MPEP § 1306); or signs a reply to
an Office action.

Examples of situations where ownership need not be
established under 37 CFR 3.73(b) are when the assignee:
signs a request for a continued prosecution application
under 37 CFR 1.53(d), where papers establishing owner-
ship under 37 CFR 3.73(b) were filed in the prior ap-
plication and ownership has not changed (MPEP
§ 201.06(d)); signs a small entity statement (MPEP
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§ 509.03); signs an affidavit or declaration of common
_ ownership of two inventions (MPEP § 706.02(k}); signs a
NASA or DOE property rights statement (MPEP § 151);
signs an affidavit under 37 CFR 1.131 where the inventor
is unavailable (MPEP § 715.04); signs a certificate un-
der 37 CFR 1.8 (MPEP § 512); or files a request for
reexamination of a patent under 37 CFR 1510
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(MPEP § 2210).

Form PTO/SB/ 96 may be used to establish ownership
under 37 CFR 3.73(b).

Form PTO-1619, Recordation Form Cover Sheet,
may be used as the cover sheet for recording documents
relating to patent(s) and/or patent application(s) in the
Office.
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SB/96 (2-98)

PYO/
Approved for use through 08/30/2000. OME8 0851-003
Paterd sl Trademark Office; U.S,

STATEMENT UNDER 37 CFR 3.73(b)

Applicant;
ApplicationNo.: Flled:
Entitled:
8 _ '
(Name of Assignes) Cype of Assignes, e.¢., corporation, parinorship, univerelty, g t egancy, Ho.)

statas that it Is:

1. [] the assignee of the entire right, title, and interest; or
2. [] an assignee of an undivided pert interest

in the patent application identifiad above by virtue of either:

A.[ 1 An usalgnment from the inventor(s} of the patent appiication kKentifiad sbove. The sssignment wae recorded in the Patent
and Trademark Office at Reol , Frame , or for which a copy thereof is attached.

OR
B.[ 1 A chain of tite from the inventor(s), of the patent application identified above, to the current assignes as shown below:
1. From: To:,

The document was recorded in the Patant and Trademark Office st
Reeol , Frame , or for which a copy thereof is attached.

2. Fromy, Yo
The docttment was recordad in the Patent and Trademark Office at
Reol , Frame , or for which a copy therecf is attached,

3. From: Teo:
‘The documment was recorded in the Patent and Trademark Office et
Reel , Framo . or for which a capy thereof is attached.

[ 1 Addtional documents in the chain of tite are listed on a supplemental sheet.

[ ] Coples of assignments or other documents in the chain of tite are ettached.

The undersigned (whose tite s supplied below) is empowered to sign this statement on bahall of the assignee,

Date Signature

Typed erprinted name

Title

: 't EPARTMENT OF COMMERCE
tinder the Pam Raduction Act of 1995‘ Nno_pPorsons e rﬁt_x_lmd to raapond fo & collaction of information unless & dsm a valld OMB control number,

3 . , varr deopending oll'mﬂw neads of the individual case. An\{' comments
o the smount of time you are required $o complete this form should be sent to the Chiel rformation ., Patent and Trasdemark Offics, Washington, DC
20231, DO NOY SEND FEES OR GOMPLETED FORMS TQ THIS ADDRESS. S8END TO: Assistant Cormmissionar for Patents, Woashington, [XC 31.
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l FORM PTO-1619A ‘ 1 5. Departmant of Comsnarce l
Expires 08/3XN0P

Patent and Trademark Office
OMB DA51-0027 PATEMY

L _

RECORDATION FORM COVER SHEET

PATENTS ONLY
10: The Commissioner of Patents and Trademarks: Pleass record the attached osiginal document(s) or copy(ies).
Submission Type Conveyance Type
Hew D Assignment D Security Agreement
Resubmission (Mon-Recordation} .
] Document ID#| [ vicense !:] Change of Name

Carr rrog
Merger Other E ]
D Rmﬁ;lﬂigf Frame @ D 9 E:;. Govemment .

Cortective Dogument {For Uso OALY by ULS. Goverament Agencies)
D Reel #[::] Frame # l:l [::I Deparimental File [’_‘: Secret Fife
Conveying Party(ies) D Mask if addtitional names of conveying parties attached  Execution fate
Month Day Veer
Mame (ine 1) | } | [
Mama (ine 2) [ ‘ E
Execution Date
Second Party . Wonth Day Yeor
Mame @ine ) | | | |
Mame Qine 2) ; |
Receiving Party [ wark it addionat names of recelving partios attached
i dacument 1o be recorded
Mama gine 1) f i is an assignment and the
recelving party is not
Hame gine2) | ] domicited in the United
States, an appointment
of & domasiic
Address ginen) i l rapresentativa is altached.
{Dasrgnationt must be a
Address (inaz) | ] Assignment)
Address fine3) | [ I |
Ty Siate/County I Code.
Domestic Representative Name and Address Enter for the first Recelving Party only.
teame | i
Address (ine 1) | |
Address ine ) | l
Address gine3) | |
Address gine 4 | I
FOR OFFICE UISE ONLY
Puhlie: burden veporting for this collastion of is d o g Apg Iy 38 ml per Lover Sheat o ba cadl, inludbng tinge for reviewl tlw‘ and
gamangﬂumumﬂaﬂmcm(mmcamm Send diteg s burds o tha LS. Patert and Trademank Ofics, Cirlet Cificer, |
D.C. 20231 and to tha O4fien of latory AdTaics, Ot Py Ity and Budget, Pap Project {0851-0020), Washingion, .C. 20503, Sea OMA
l butcemation Collaction Budget Pathaga 04510027, Patent and Trademark mlymm Practice, DO NOY SEND REQUESTS TC RECORD ASSIGNMENT DOCUMENTS TO THS ADIRESS. I

Mail documents to be recorded with required cover sheet!s) information to:
Commissioner of Patents and Trademarks, Box Assignments , Washington, D.C. 20231
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| ror pro-ee Page 2 U3 gt ot G

el g “UPATENT
Comespondent Name and Address 5. ooie ana Telephone Number| ]

Name [ i
Address ine 1) | |
Address (e z) | ]
Addrass gine 3} | N
Address (ine % I I
Pages Enter the total number of pages of the attached conveyance document & '::::l
including any attachments.

Application Number(s) or Patent Number(s) [ weri ir adcstionat rumbers attached

Enter aither the Patent Application Rumber or the Patent Numbter (DO NOT ENTER BOTH numbers for the sams peoperty).

Patent Application Number{s) Patent Number(s)

L | | | ||| 1 |1 |

I | |1 N ] o

|

I | | | P | ]

if this document Is being iiled togethor with a pew_ Patent Application, enter the dale the patent application was r&!ﬂﬁ.._@x,.._\_'eil

slgned by the first named executing inventor.

Patent Cooperation Treaty (PCT)

n | wer I peT|

Enter PCT apptication number

only if a U.S. Application Mumber peyl | per] | pex|

has not_been assigned.

Number of Pr i
umber of Praperties Enter the total number of properties involved, #I I

Fee Amount Fee Amount for Properties Listed (37 CFR 3.41): §| |

Wethod of Payment: Enclosed || Deposit Account [_|
Deposit Account

{Erter fer payment by deposit account or if additional fees can be charged to the aecount)
Deposit Account Number: #| i

Authorization to charge additional fees: Yes [:] ™ [::}

Statement and Signature

To the best of my knowledge and belief, the foregoing information is true and correct and any
attached copy is a true copy of the original document. Charges to deposit account are authorized, as
indicated hereir,

Name of Person Signing Signature Date
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GUIDELINES FOR COMPLETING PATENT RECORDATION FORM COVER SHEEY

When using this (FORM PTO-16818 A,B, &C), a cover sheet and any necessary continuation sheets must be
submitted with each document to be recorded. Enter all required information using standard business
block-style print (such as courier 10 pitch). Completad cover sheets will be scanned for image caplure.
Photocopies of the cover sheels are acceptable. information required for recordation will be extracted

from the cover sheat and cover shest continuation forms only. Submitted cover sheets and documents will
bhecoma part of the public record, If a document to be recorded concerns both patents and trademarks, a
separate patent and a separate trademark cover sheet, including any attached continuing information, must
accompany the document. When the document concerns multiple conveyatices or transfers a cover sheet
complefing this cover sheet and information, call 703 308-9723,

Submission Type - Each submission type requires a new cover sheet. Enter an "X" in the appropriate box
indicating the type of submission, If the convayance decument is being submitted for recordation for the first
time, enter an " X" in the box for New Assignment. [f the submission is 8 Non-recordation, enter an "" for
Re-submission and provide the document ldentification number of the original submission. Resubmilted
non-recordation docurments require a new cover sheet (the new cover sheet shall contain ail of the appropriate
data and fee required for recordation). If a previously recorded document requires comection duae to a data entry
error, enter an "X" for Public Correction and provide the reel and frame number of the original document.
Requests to correct the data entry error must be submitted on a new cover sheet.  The cover sheet shall contain
the data element in quastion, the name, date and signature of the person submitting the request, and any cther
pertinent information, (enter the correspondent's name and address, if it has changed since recordation). if &
previously recorded document was submitted with emoneous information, enter an "X” indicating Corrective
Assighment and provide the reel and frame number. A Corrective Assignment requires a new cover sheet, if
the submission type is not listed, enter an "X" in the Other box and specify the submission type as provided in
37CFR 1.334. .

Conveyance Type - Enter an “X" in the appropriate box describing the nature of the conveying document. I

the conveyance document is to be recorded in the Govemment Register, enter an "X" indicating gither a License -~
or Assignment and enter an "X" indicating in which fife the document is {o be filed, either the Departmental File or
the Public File. if the conveyance type is not listed, enter an "X" in Other box, and specify the nature of the k

canveyance .

Conveying Party(ies) - Enter the full name(s) of the party(ies) conveying the interest. Use Name line 1 to enter
the name of the first party conveying the interest. if the conveying party is an individual, enter the last name
first, followed by the first name followed by the middle initial. Separate the last and first name by a comma
followed by a blank space. For example, "Carter, Censtance M." If the convaying party is a corporation and the
corporation name begins with "The", the name must be entored &s Longmire Cookie Company, The. if the name
consists of more than 40 characters, abbreviate where pessible (i.e. Inc. for Incorporated). Use Name line 2 to
enter additional information, (i.e. "a corporation of Delaware”, ete.). If the party is & government, and the
government begins with "The", such as "The Uniled States Government”, the name must be entered as
“Government of the United States of America, The A blank space must follow the comma. if additional
Information follows the government names such as the agency representing the governmant, the names must be
entered as "Government of the United States of America, as reprasented by the Department of Energy, The."
Enter the execution date (i.e. the date the document is signed by the conveying party) using the numerical
representation of the month, day, and year without sfashes (/) formatted as (MMDDYYYY). Do not use
European style date format. f there is a second pasty conveying an interest, fill in the Second Parly Name lines
1 and 2 in a simifar manner. if there are more than two conveying partles, enter an “X" in the box to indicate
that additional information is altached, The names and execution dates of the additionai conveying parties must
be entered on the formatted Recordation Form Cover Sheet Continuation. Only the names which appear on this
cover sheet and the Recordation Cover Shest Continuation formy(s) will be recorded.

Receiving Partylies) - Eniter the full name and address of the party(ies) receiving the interest. Use Name line
1 {0 enter the name of the first parly receiving the interest. If the receiving party is an individual, enter last
naime first, followed by the first name followed by the middle initial. Separate the last and first name with a
comma, followed by a blank space. For exampie, "Carter, Constance M." if the receiving pary name is a
business and consists of more than 40 characlers, abbreviate where possibie (i.e. Inc. for Incorporated). i the
corporation name begins with *The”", such as "The Longmire Cooking Company”, the name must be entered as
"L.ongmire Cookie Cormpany, The". Enter addilional information on Name line 2, (i.e. "a Corporation of
Delaware”, elc.). |f the party is a government, and the govemment begins with "The", such as "The United
States Government”, the name muslt be entered as “Government of the United States of America, The." A blank
space must follow the comma. if additional information follows the government names such as the agency
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representing the government, the names must be entered as "Government of the Uniled States of America, as
represented by the Depariment of Energy, The." Ender up to three lines of address information using up to 40
characters per line of address: address fine 1 is used to enter the street address; address line 2 is used to enter
the floorfroom number, suite number or depariment; and address line 3 is used to enter the City, State/Country
and zip code. Use the two letter state code when entering the state, {i.e. VA for the State of Virginia). f there is
more than one party receiving the interest, enter an "X" in the box o indicate that additional information Is
attached. The names and addresses of any additional recelving parties must be entered on & formatted
Recordation Form Cover Sheet Continuation.  Only the names which appear on this cover sheet and the
Recordation Cover Sheet Continuation form{s) will be reconded.

Corespondent Name and Address. - Enter the full name and address of the party to whom correspondence is
to be mailed. Each line of address allows up o 40 characters including spaces. Address information will be
used {o create a maliing label in order to retum the document to the submittter. Enter the area code, telephone
number and extension of the correspondent.

Number of Pages. - Enter the total number of pages cantained in the conveyance document including any
aftachment(s), If the documnent 1o be recorded concerns both patents and trademarks, separate patent and
trademark cover sheets must be submitted. Do not include the Recordation Form Cover Sheet pages in this
total.

Application Mumber(s} or Patent Mumber{s). Enter the application number(s) (an 8 digit number consisting of
a 2 digit series code and a 6 digit serial number) of the patent application property(ies} against which the
document is to be recorded. Enter the application aumber as 06105888. Do not enter a slash (/) between the
series code and the serial number. Enter the patent application number(s) in the space designated for patent
application numbers. Provide the U.S. Seral Number, if one has been assigned to a Patent Cooperation Treaty
(PCT) application which has entered the national stage. If a patent application has matured into a patent, enter
the 7 digit patent number {.e. 4890212) In the space designated for patent numbers. If ihe patent number does
not contain 7 digits, leading zeros (0) should be used. For Plant/Reissue/Design patent numbers, the leading
zeros should precede the number, not the alpha characters (i.e. PP05650, RE01187, D029490, 1500356). Do
not enter hoth the patent application number and the patent number for the same property. Enter each
application number(s) or patent number{s) in the designated boxes. If the assignment is being filed together
with a new patent application, enter the date the patent application was signed by the first named executing
inventor using the numerical representation of the month, day, and year without siashes (/) formatted as
(MMDDYYYY). Do not use European style date format. Enter an "X" in the appropriate box to indicate i
additional numbers are attached. Enter any such additional numbers on a Recordation Form Cover Sheet
Continuation.

Patent Cooperation Treaty (PCT) Application Mumber - Enter the PCT application number only if a U.S,
Serial Number has not be assigned. International application numbers must be complete (i.e. PCTUS9112345).

Totat Applications and Patents Involved - Enter the folal number of applications and registrations identified
for recordation including properties indicated on any attached formatted Recordaton Form Cover Sheet
Continuation(s).

Total Fee Enclosed and Deposit Account Number - A fee is required for each application and patent propery
against which the document is to be recorded. Ifthe submission concerns multiple conveyances or transfers, a
fee must be submitied separately for each property of each conveyance or fransfer. Enter the Fee Amount
calculated per cover sheet. Enter the Total Fee Enclosed, if payment is made by other than deposit account, If
payment is by deposit account, enter the total amount authorized to be charged to the deposit account or merety
the “amount due." Enter the deposit account number for authorized charges. Enter an "X" in the Yes or No hox
indicating authorization to "charge additional fees® to the deposit account. If additional fees are required, the
USPTO will generate a request to the USPTO Office of Finance 10 charge additional fees (o the deposit account.
A copy of this request will be returned to the submitier with the Notice of Recordation |

Statement and Signature - Enter the name of the person submitting the document. The submitter must sign
and date page 2 of the cover sheet, confirming that to the best of the person's knowledge and belief, the
information contained on the cover sheet is correct and that any copy of the document is a true copy of the
original document. The person signing on page 2 of the cover sheet also authorizes the USPTO to charge
additional fees 1o the Deposit Account , if the authorization box is checked and if additional fees are required,
The signature and date must appear to the right of the typed name. The document may be signed by the person
whose name appears on the documents {o be recorded: In the case of an individual, the individual's signature,

the attorney representing such person or eniity may sign the document.
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