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INTRODUCTION

This chapter is designed to be a guide for patent ex-
aminers in searching and examining applications filed
under the Patent Cooperation Treaty (PCT). Applicants
desiring additional information for filing international
applications should obtain a copy of the PCT Applicant’s
Guide from the World Intellectual Property Organization
(WIPO) in Geneva, Switzerland.
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The Articles and Regulations under the PCT are re-
produced in Annex T of this Manual and the Admin-
istrative Instructions are reproduced in Anpex AL

PCT applications are processed by the International
Application Processing Division within the U.S. Patent
and Trademark Office. '

1801 Basic Patent Cooperation Treaty (PCT)
Principles

MAJOR CONCEPTS OF THE PCT

The Patent Cooperation Treaty (PCT) enables the
U.8. applicant to file one application, “an international
application”, in a standardized format in English in the
U.S. Receiving Office (the U.S. Patent and Trademark
Office), and have that application acknowledged as a
regular national filing in as many member countries to
the PCT as the applicant “designates” or “elects,” that
is, names, as countries in which patent protection is de-
sired. In the same manner, the PCT enables foreign ap-
plicants to file a PCT international application, desig-
nating the United States of America, in their home lan-
guage in their home patent office and have the app];ca-
tion acknowledged as a regular U.S. national flli_n_g. The
PCT also provides for a search and publication after
18 months from the priority date. Upon payment of na-
tional fees and the furnishing of any required transla-
tion, usually 20 months after the filing of any priority ap-
plication for the invention, or the international filing
date if no priority is claimed, the application wilf be sub-
jected to national procedures for granting of patents in
each of the designated countries. If a demand for an in-
ternational preliminary examination is filed within
19 months from the priority date, the period for entering
the national stage is extended to 30 months from the
priority date.

The PCT offers an alternative route to filing patent
applications directly in the patent offices of those coun-
tries which are members of the PCT, It does not preclude
taking advantage of the priority rights and other advan-
tages provided under the Paris Convention, The PCT-
provides an additional and optional foreign filing route
to patent applicants.

The filing, search and publication procedures are pro-
vided for in Chapter I of the PCT. Additional procedures
for a preliminary examination of PCT interngtional
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applications are provided for in optional PCT Chapter
IL.

In most instances a national U.S. application (NA) is
filed first. An international application for the same sub-
ject matter will then be filed subsequently within the
priority year provided by the Paris Convention and the
priority benefit of the U.S. national application filing
date will be claimed.

RECEIVING OFFICE (RO)

The international application (IA) must be filed in a
receiving Office (RO)(PCT Article 10). The United
States Patent and Trademark Office will act as a receiv-
ing Office for United States residents and nationals
(35 U.8.C. 361(a)). Under PCT Rule 19.1(a)(jii), the In-
ternational Bureau of the World Intellectual Property
Organization will also act as a Receiving Office for U.S.
residents and nationals, The receiving Office functions
as the filing and formalities review organization for in-
ternational applications. International applications
must contain vpon filing the designation of at least one
country in which patent protection is desired and must
meet certain standards for completeness and formality
(PCT Articles 11(1) and 14(1)).

Where a priority claim is made, the date of the earlier
filed national application is used as the date for deter-
mining the timing of international processing, including
the various transmittals, the payment of certain in-
ternational and national fees, and publication of the
application. Where no priority claim is made, the inter-
national filing date will be considered to be the “priority
date” for timing purposes (PCT Article 2(xi)).

The international application is subject to the pay-
ment of certain fees upon filing, or within 1 month there-
after, and at the expiration of 12 months from the prior-
ity date or within 1 month thereafter. The receiving Of-
fice will grant an international filing date to the applica-
tion, collect fees, handle informalitics by direct commu-
nication with the applicant, and monitor all corrections
(35 U.8.C. 361(d)). By 13 months from the priority date,
the receiving Office should prepare and transmit a copy
of the international application, called the search copy
(5C), to the International Searching Authority (ISA);
and forward the original, called the record copy (RC), to
the International Bureau (IB) (PCT Rules 22.1 and 23).
A second copy of the international application, the home
copy (HC), remains in the receiving Office (PCT Article
12(1)). Once the receiving Office has transmitted copies
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of the application, the International Searching Author-
ity becomes the focus of international processing.

INTERNATIONAL SEARCHING AUTHORITY (ISA)

The basic function of the International Searching
Authority (ISA) is to conduct a prior art search of inven-
tions claimed in international applications; it does this by
searching in at least the minimum documentation de-
fined by the Treaty (PCT Aurticles 15 and 16 and PCT
Rule 34). At the option of the applicant, either the U.S.
Patent and Trademark Office or the European Patent
Office will act as an International Searching Authority
for international applications filed in the United States
Receiving Office. The International Searching Author-
ity is also responsible for checking the content of the title
and abstract (PCT Rules 37.2 and 38.2). Aninternation-
al search report (SR) will normally be issued by the Inter-
national Searching Authority within 3 months from the
receipt of the search copy (usually about 16 months after
the priority date)(PCT Rule 42). Copies of the Interna-
tional Search Report and prior art cited will be sent to
the applicant by the ISA/US (PCT Rules 43 and 44.1).
The search report will contain a listing of documents
found to be relevant and will identify the claims in the ap-
plication to which they are pertinent. However, no judg-
ments or statements as to patentability will be made
(PCT Rule 43.9). Once the international search report
has been completed and transmitted, international proc-
essing continues before the International Bureau.

INTERNATIONAL BUREAU (IB)

The basic functions of the International Bureau (IB)
are to maintain the master file of all international ap-
plications and to act as the publisher and central coordi-
nating body under the Treaty, The World Intellectual
Property Organization (WIPQ) in Geneva, Switzerland
performs the duties of the International Bureau.

If the applicant has not filed a certified copy of the
priority document in the receiving Office with the inter-
national application, or requested upon filing that the
receiving Office prepare and transmit to the Interna-
tional Bureau a copy of the prior U.S. national applica-
tion, the priority of which is claimed, the applicant must
submit such a document directly to the International Bu-
reau or the receiving Office not later than 16 months af-
ter the priority date (PCT Rule 17). The Request form
contains a box which can be checked requesting that the
receiving Office prepare the certified copy. This is only

July 1998



1862 MANUAL OF PATENT EXAMINING PROCEDURE

possible, of course, if the receiving Office is a part of the
same national Office where the priority application was
filed.

'The applicant has normally 2 months from the date of
transmittal of the International Search Report to amend
the claims by filing an amendment directly with the Inter-
national Bureau (PCT Article 19 and PCT Rule 46). The
International Bureau wili then normally publish the in-
ternational application along with the search report and
any amended claims (Amdt) at the expiration of 18
months from the priority date (PCT Article 21).The in-
ternational publication is in pamphlet form with a front
page containing bibliographical data, the abstract, and a
figure of the drawing (PCT Rule 48). The pamphlet also
contains the search report and any amendments to the
claims submitted by the applicant. If the application is
published in a language other than English, the search
report and abstract are also published in English. The In-
ternational Bureau publishes a PCT Gazette in the
French and English languages which contains informa-
tion similar to that on the front pages of published inter-
national applications, as well as various indexes and an-
nouncements (PCT Rule 86). The Inteérnational Bureau
also transmits copies of the international application to
all the designated Offices (PCT Article 20 and PCT
Rule 47).

DESIGNATED OFFICE (DO) and ELECTED OFFICE
(EOD)

The designated Office is the national Office (for ex-
ample, the USPTO) acting for the state or region desig-
nated under Chapter 1. Similarly, the elected Office is
the national Office acting for the state or region elected
under Chapter II.

If no “Demand” for international preliminary ex-
amination has been filed within 19 months of the priority
date, the applicant must complete the requirements for
entering the national stage within 20 months from the
priority date of the international application, unless the
individual designated Office grants additional time. The
applicant also has the right to amend the application
within 1 month from the fulfillment of the requirements
under PCT Article 22. After this month has expired
(PCT Article 28 and PCT Rule 52), each designated
Office will make its own determination as to the patent-
ability of the application based upon its own specific na-
tional or regional laws (PCT Aurticle 27(5)).
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If the applicant desires to obtain the benefit of delay-
ing the entry into the national stage until 30 months from
the priority date, a Demand for international prelimi-
nary examination must be filed with an appropriate In-
ternational Preliminary Examining Authority within 19
months of the priority date. Those states in which the
Chapter II procedure is desired must be “elected” in the
Demand.

The original Demand is forwarded to the Internation-
al Bureau by the International Preliminary Examining
Aunthority. The International Bureau then notifies the
various elected Offices that the applicant has entered
Chapter I and that the application should not be consid-
ered withdrawn for failure to enter the national stage
within 20 months from the priority date.

The examiner of the International Preliminary Ex- '

amining Authority may comment on lack of unity of in-
vention, note errors, and dssue a written “opinion” as to
whether each claim is “novel”, involves “inventive step”,
and is “industrially applicable.” If a written “opinton” is
issued by the examiner, the applicant may reply to the
opinion by arguments and amendments within the time
period set for reply. The examiner will then issue the in-
ternational preliminary examination report which pres-
ents the examiner’s final position as to whether each
claim is “novel”, involves “inventive step”, and is “indus-
trially applicable” by 28 months from the priority date.
A copy of the international preliminary examination re-
port is sent to the applicant and to the International Bu-
reau. The International Bureau then communicates a
copy of the international preliminary examination re-
port to each elected Office. '

The applicant must complete the requirements for en-
tering the national stage by the expiration of 30 months
from the priority date to avoid any question of withdraw-
al of the application as to that elected Office.

1802 PCT Definitions

The PCT contains definitions in PCT Article 2 and in
PCT Rule 2, which are found in MPEP Annex T. Addi-
tional definitions are found in 35 U.S.C. 351, MPEP An-
nex L, 37 CFR 1.401, MPEP Annex R, Section 101 of the
PCT Administrative Instructions and MPEP Annex AL
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1803 _Reservations Under the PCT Taken by
the United States of America

The Umted States of America had originally declared
that it was not bound by Chapter II (PCT Article 64 (1)),
but withdrew that reservation oni July 1, 1987.

It has also declared that, as far as the United States of
America is concerned, international publication is not
required (PCT Article 64 (3)). The United States of
America also made a reservation under PCT Article
64(4) which relates to the prior art effective date of a
U.S. patent issuing from an international application.
See 35 U.S.C. 102(e) and 363. These reservations are still
in effect, . . :

1805 Where to Fxle An Internatmnal
| Appiicatmn '

35 US.C. 361. * Receiving Office.

. (d) ‘ThePatent and Trademark Office shall act as a Receiving Office
for.international applications. filed by natjonals or residents of the
United States. In accordance with any agreement made between the

United States and ‘anothier country, the Patent and Trademark Office

may also act as a Receéiving Office for interndtional applications filed
by residents or, nationals .of such.country who are. entitled to file
mtematlonal apphcauons

-See 37 CFR 1.421 ~1.425 as towho can file an inter-
national application.

Only if at least one of the apphcants is a resident or na--
tional of the United States of America may an interna-.

tional application be filed in the United States Receiving
Office (PCT Article 9(1) and (3), PCT Rules 19.1 and

192,35 U.S.C. 361(a) and 37 CFR 1.412(a), 1.421). The

concepts of residence and nationality are defined in PCT
Rules 18.1 and 18.2. For the purpose of filing an interna-
tional apphcatmn, the applicant may be either the i mven—
tor or the successor in title of the mventor (assignee or
owner). However ‘the laws of the various designated
States regarding the requirements for applicants must
also be considered when filing an international applica-

tion. For example, the patent law of the United States of

America requires that, for the purposes of designating
the United States of America, the applicant(s) must be
the inventor(s) (35 U.S.C. 373, PCT Article 27(3)).

The United States Receiving Office is located in Crys-
tal Plaza, Building 2, 8th floor, 2011 Jefferson Davis
nghway, Ar]mgton, Vlrglma International apphcatxons
and related papers may be deposncd directly with the
United States Receiving Office or be mailed to: Assis-
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tant Commissioner for Patents, Box PCT, Washington,
D.C. 20231. It should be noted that the “Express Mail”
provisions of 37 CFR 1.10 apply to the filing of all ap-
plications and papers filed in the U.S. Patent and Trade-
mark Office, including PCT international applications
and related papers and fees. It should be further noted,
however, that PCT international applications and pa-
pers relatmg to international applications are specifical-
ly excluded from the Certificate of Mailing or Transmis-
sion procedures under 37 CFR 1. 8. This means, for ex-
ample, that a Demand for international preliminary ex-
amination cannot be filed using the Certificate of Mail-
ing or Transmission practice under 37 CFR 1.8 if the date
of mailing is the date needed for official purposes. If
37 CFR 1.8 is impropérly used, the date to be accorded
the paper will be the date of actual receipt in the Office
unless the receipt date falls on a Saturday, Sunday, or
Federal holiday in which case the date of receipt will be
the next succeeding day which is not a Saturday, Sunday,
or Federal holiday (37 CFR 1.6(a)(3)).

Irrespective .of the Certification practice under
37 CFR 1.8(a), facsimile transmission (without the bene-
fit of the certificate under 37 CFR 1.8(a)) may be used to
submit ce:iai_n papers in international applications.
However, facsimile transmission may not be used for the
filing of an international application, the filing of draw-
ings under 37 CFR 1.437, or the filing of a copy of the in-
ternational application, and the basic national fee to en-
ter the U.S. national stage under 35 U.S.C. 371. See 37
CFR  1.6(d)(3) and (4), L8(a)2)(i}D), and
1 8(a)(2)(x)(F) The Demand for international prelimi-
nary examination may be filed by facsimile transmission.
See MPEP § 1834.01.

The United States Receiving Office staff is available
to offer guidance on PCT requirements and procedures.
See MPEP § 1730 for information on coniacting the staff
and other available means for obtaining information.

Warning - although the United States patent law at
35 U.S.C. 21(a) authorizes the Commissioner to pre-
scribe by rule that any paper or fee required to be filed in
the Patent and Trademark Office will be considered filed
in the Office on the date on which it was deposited with
the United States Postal Service, PCT Rule 20.1(a) pro-
v1des= for marking the “date of actual receipt on the re-
quest.” Although the “Express Mail” provisions under
37 CFR 1.10 have not been contested to date regarding
PCT applications, applicants should be aware of a pos-
sible different interpretation by foreign authorities.
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PCT Rule 19.4 provides for transmittal of an interna-
tional application to the International Bureau as Receiv-
ing Office in certain instances. For example, when the in-
ternational application is filed with the United States
Receiving Office and the language in which the interna-
tional application is filed is not accepted by the United
States Receiving Office, or if the applicant does not have
the requisite residence or nationality, the application
may be forwarded to the International Bureau for proc-
essing in its capacity as a Receiving Office. See Interim
rule 37 CFR 1.412(c)(6). The Receiving Office of the In-
ternational Bureau will consider the international ap-
plication to be received as of the date accorded by the
United States Receiving Office. This practice will avoid
the loss of a filing date in those instances where the
United States Receiving Office is not competent to act,

but where the international application indicates an ap--

plicant to be a national or resident of a PCT Contracting
state or is in a language accepted under PCT Rule
12.1(a) by the International Bureau as a Receiving Of-
fice. Of course, where questions arise regarding resi-
dence or nationality, i.e., the U.S. is not clearly compe-
tent, the application will be forwarded to the Interna-
tional Bureau as Receiving Office. Note, where no resi-
dence or nationality is indicated, the U.S. is not compe-
tent, and the application will be forwarded to the Inter-
pational Bureau as Receiving Office so long as the neces-
sary fee is paid. The fee is an amount equal to the trans-
mittal fee.

If ali of the applicants are indicated to be residents
or nationals of non—PCT Coniracting States, PCT Rule
19.4 does not apply, and the application is denied an
international filing date.

1807 Agent or Common Representative and

General Power of Attorney

37 CFR 1.455.  Representation in intemnational applications.
(a) Applicants of internationat applications may be represented
by aitorneys or agents registered to practice before the Patent and
Trademark Office orby anapplicant appointed as acommon representa-
tive (PCT Art., 49, Rules 4.8 and 90 and § 10.10). If applicants have not
appointed an attorney or agent or one of the applicants to represent
them, and there is more than one applicant, the applicant first named in
the request andwhoisentitled to file in the U.S. Receiving Office shallbe
considered to be the common representative of afl the applicants. An
attorney or agent having the right to practice before anational office with
which an international application is filed and for which the United
States is an International Searching Authority or International Prelimi-
nary Examining Authority may be appointed to represent the applicants
in the international application before that authority. An attomey or
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agent may appoint an associate attorney or agent who shall also thenbe
of record (PCT Rule 90.1(d)). The appointment of an attorney or agent,
or of a commen representative, revokes any carlier appointment unless
otherwise indicated (PCT Rule 90.6(b} and (c)).

(b} Appointment of an agent, attorney or common representa-
tive (PCT Rule 4.8) must be effected either in the Request form, signed
by all applicants, or int a separate power of attorney submitted either to
the United States Receiving Office or to the International Bureau.

(c) Powers of attorney and revocations thereof should be
submitted to the United States Receiving Office until the issuance of the
international search report.

{d) The addressee for correspondence will be as indicated in
section 108 of the Administrative Instructions.

Where an appointment of an agent or common repre-
sentative is effected by a separate power of attorney, that
power of attorney must be submitted to either the receiv-
ing Office or the International Bureau. However, a pow-
er of attorney appointing an agent or subagent to repre-
sent the applicant specifically before the International
Searching Authority or the International Preliminary
Examining Authority must be submitted directly to that
Authority.

“GENERAI? POWER OF ATTORNEY

“General” powers of attorney are recognized for the
purpose of filing and prosecuting an international ap-
plication before the international authorities. The origi-
nal general power of attorney should be deposited with
the International Application Processing Division which
is the central focus for PCT matters throughout the Of-
fice. Any applications relying thereon must include a
copy thereof. A general power of attorney form is pro-
vided in the annex to the PCT Applicant’s Guide.

Any general power of attorney must be filed with the
receiving Office if the appointment was for the purposes
of the international phase generally, or with the Interna-
tional Searching Authority or International Preliminary
Examining Authority if the appointment was specifically
to represent the applicant before that Authority. The
appointment will then be effective in relation to any par-
ticular application filed by that applicant provided that
the general power of attorney is referred to in the re-
quest, the Demand or a separate notice, and that g copy
of the general power of attorney is attached to that re-
quest, Demand or separate notice. That copy of the
signed original need not, itself, be separately signed. See
Annex Z of the PCT Applicant’s Guide for a suitable
model form for a general power of attorney. The PCT
Applicant’s Guide is available from the International
Bureau in Geneva, Switzerland.
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1808 Change in or Revocation of the
Appointment of an Agent or a
Common Representative

PCT Rule 90
Agents and Common Representatives

K EK

90.6. Revocation and Renunciation

(2) Anyappointment of anagentor common representative may
be revoked by the persons who made the appointment or by their
successors in title, in which case any appointment of a sub—agent under
Rule 90.1(d) by that agent shall also be considered as revoked, Any
appointment of a sub—agent under Rule 90.1{d) may also be revoked by
the applicant concerned,

(b) Theappointmentofanagentunder Rule 90.1(2) shall, unless
otherwise indicated, have the effect of revoking any earlier appointment
of an agent made under that Rule. .

(c) The appointment of a common representative shall, unless
otherwise indicated, have the effect of revoking any earlier appointment
of a common representative, :

(d) An agent or a common representative may renounce his
appointment by a notification signed by him.,

{e} Rule 90.4(b) and (c) shall apply, mutatis mutandis, to a
document containing a revocation or renunciation under this Rule.

37 CFR 1.455. Representation in international applications.

(2) Applicants of international applications may be represented
by attorneys or agents registered to practice before the Patent and
Trademark Office orbyan applicant appointed asacommon representa-
tive (PCT Art. 49, Rules 4.8 and 90 and § 10.19). If applicants have not
appointed an attorney or agent or one of the applicants to represent
them, and there is more than one applicant, the applicant first named in
therequestandwhois entitled to file in the .5, Receiving Office shall be
considered to be the common representative of ail the applicants. An
attorneyor agent having the right to practice before anational office with
which an intefnational application is filed and for which the United
States is an International Searchifg Authority or International Pretimi-
nary Examinirig Authority thay be appointed to represent the applicants
in the international application before that authority. An attorney or
agent may appint an associate attorney or agent who shall also then be
of record (PCT Rule 90.1(d)). The appointment of an altorpey or agent,
or of a commoil répreseniative, revokes any earlier appointment unless
otherwise indicated (PCT Rule 90.6(b) and (c)).

(b) Appoinimént of an agent, attorney or common representa-
tive (PCT Rule 4.8} must be effected either in the Request form, signed
by all applicants, or in a separate power of attorney submitted either to
the United States Recsiving Office or to the International Bureau.

(¢} Powers of altormey and revocations thereof should he

The appointment of an agent or a common represen-
tative can be revoked. The document containing the re-
vocation must be signed by the persons who made the ap-
pointment or by their successors in title. The appoint-
ment of a sub—agent may also be revoked by the appli-
cant concerned. If the appointment of an agent is re-
voked, any appointment of a sub—agent by that agent is
also considered revoked.

The appointment of an agent for the international
phase in general automatically has the effect, unless
otherwise indicated, of revoking any earlier appoint-
ment of an agent. The appointment of a common repre-
sentative similarly has the effect, unless otherwise indi-
cated, of revoking any earlier appointment of a common
representative.

The rules for signing and submission of a power of at-
torney also apply to a revocation of an appointment.

Renunciation of an appointment may be made by
means of a notification signed by the agent or common
representative. The rules for signing and submission of a
power of attorney apply also to a renunciation. The ap-
plicant is informed of the renunciation by the Interna-
tional Bureau.

U.S. attorneys or agents wishing to withdraw from
representation in international applications may request
to do so. To expedite the handling of requests for permis-
sion to withdraw as attorney, the request should be sub-
mitted in triplicate (original and two copies) to Box PCT
and should indicate the present mailing addresses of the
attorney who is withdrawing and of the applicant. Be- .
cause the Patent and Trademark Office (PTO) does not
recognize law firms, ¢ach attorney of record must sign
the notice of withdrawal, or the notice of withdrawal
must contain a clear indication of one attorney signing
on behalf of another.

The PTO usually requires that there be at least 30 days
between approval of withdrawal and the expiration date
of a time response period so that the applicant will have
sufficient time to obtain other representation or take
other action. If less than 30 days remains in a running
response period, a request to withdraw is normally dis-

§ubmittc?d to the United States Receiving Office until the issuance of the approved.
international search report. . . 3
(d) The addressee for correspondence will be as indicated in For withdrawal of attorney or agent in the national
section 108 of the Administrative Instructions. stage, see MPEP § 402.06.
1800 — 7 July 1998
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1810 Filing Date Requirements

PCT Article 11
Filing Date and Effects of the International Application

(1) The receiving Office shall accord 2s the international filing
date the date of receipt of the international application, provided that
that Office has found that, at the time of receipt:

(i) the applicant does not obviously lack, for reasons of
residence ornationality, the right to file an international apphcatmn with
the receiving Office,

(i} the international application is in the prescnbed Ianw
guage,

(iii) the . international app]icanon contains at feast the
following clements:

(a) an indication that it is intended as an international
application,
‘ (b) the designation of at least one Contracting State,
{c) the name of the applicant, as prescribed,
(d): 2 part which on the face of it appears to be a
deseription,
(e) apart which on the face of it appears to be a claim or
claims. i '

35 U.8.C. 363. Intemational apphcat:on desxgnatmg zke United
States: Effect. :

Aninternational application desngnatmgthe Umted States shall have
the effect, from its international fiimg date under article 11 of the treaty,
of a national application for patent regulariy filed in the Patent and
Trademark Office except as otherwise provxdcd in section 102(e) of
this title. :

l
35U C 373 ImproperAppIzcam ‘
Anintetnational application des;gnatmg the United States, shall not

be accepted by the Patent and Trademark Office for the nationalstage if

it was filed by anyone not qualified under chapier 11 of this title to be an
applicant for the purpose of filing a national application in the United
States, Such international applications shali not serve as the basis for the
benefit of an earlier filing date under section 120 of this title in a
subsequently filed application, but may serve as the basis for a claim of
the right of priority under section 119 of thistitle, if the United States was
not the sole country designated in such international application.

37 CFR 1.431. International application requirements.

(a) An intemational application shall coritain, as specified in the
Treaty and the Repulations, a Request, a description, one or more
claims, an abstract, and one or more drawings (where required),
{PCT Art. 3(2) and Section 207 of the Administrative Instructions.)

(b) An international filing date will be accorded by the United
States Recelving Office, at the time of receipt of the international
application, provided that:

(1) Atleastoneapplicant (§ 1.421}isa United States resident
ornational and the papers filed at the time of receipt of the international
application so indicate (35 U.S.C. 361(a), PCT Ast. 11{1)(i))-

{2) ‘Fhe international application is in the English language
(35 U.S.C. 361{c), PCT At. 11(1)(i0)).

(3) Theinternational application contains at least the foliow-
ing elements (PCT Ast. T{1)(iii)):
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(1) An indication that it is mtended as an mtemat:onal
application (PCT Rule 4.2);

(i) The designation of at feast one Comractmg State of
the International Patent Cooperation Union (§1.432); .- .

(iii) The name of the applicant, as prescribed (note
§8 1.421~1.424); T

' (iv) A part which on the faoe of it appears to bé.a

description; and

(v) A part which on the face of it appears to be a claim.

{¢) Payment of the basic portion of the international fee (PCT
Rule 15.2) and the transmittal and search fees (§ 1 .445) may be made in
full at the time the internationial application papers required by
paragraph (b) of this section are deposited or within one month
thereafter. The basic, transmtttai and search fee payable is the basic,
transmittal, and search fee in effect cm the recmpt date of the
international application. :

(1) If the basic, transmittal and search fees are not paid within
one month from the date of receipt of the mtematmnal application and
prior to the sending of a notice of def;c;ency, apphcant will be notified
and given one month within which to pay the defxclent fees plus a fate
payment fee equal to the greaterof:  ~

(i) Fifty percent of the amount of the deﬁc:ent fees uptoa
maximum amoint equal to the basic fee; or -

(ii) An amount equal to the transmxttal fee (PCT Rule
mbis).

(2) The one—month time limit set pursuant to thxs paragraph
to pay deficient fees may not be extended.

(d) ¥ the payment needed td cover the transmittal fee, the basic
fee, the search fee, one designationfee and the late payment fee pursuant
to paragraph (¢) of this section is not timely made in accordance with
PCT Rule 1695.1(e), the Receiving Office will déclare the international
application withdrawn under PCT Article 14(3)(a).

THE “INTERNATIONAL FILING DATE”

An international filing date is accorded on the date on
which the international application was received by the
receiving Office or pursuant to'the correction of defects
on a later date (PCT Articles 11(1) and 11(2)(b) and
PCT Rules 20.1, 20.3, 20.4(a), 20.5, and 20.6): in the for-
mer case, the international filing date will be the date on
which the international application was received by the
receiving Office; in the latter case, the international fil-
ing date will be the date on which the correction was re-
ceived by the receiving Office. Any correction must be
submitted by the applicant within certain time limits.
Where all the sheets pertaining to the same international
application are not received on the same day by the re-

- ceiving Office, in most instances, the date of receipt of

the application will be amended to reflect the date on
which the last missing sheets were received. As an
amended date of receipt may cause the priority claim to
be forfeited, applicants should assure that all sheets of
the application are deposited with the receiving Office
on the same day. For particulars see PCT Rule 20.2.

1800 — 8
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An all too common occurrence is that applicants will
file an international application in the U.S. Receiving
Office and no applicant has a U.S. residence or national-
ity. Applicants are cautioned to be sure that at least one
applicant is a resident or national of the U.S. before fil-
ing in the U.S, Receiving Office. Where no applicant in-
dicated on the request papers is a resident or national of
the United States, the application is not entitled to a fil-
ing date since the applicant(s) obviously lacks the right
to file in the U.S. Receiving Office. Such applicant is no-
tified pursuant to PCT Article 11(2)(a) that, at the time
of receipt, the applicant obviously lacked under Article
11(1}(i) the right to file based upon residence or nation-
ality. A timely reply to such notice results in applicant
being accorded a filing date under Article 11(2)(b) as of
the date of the reply if applicant establishes residence or
nationality in the United States. See 35 U.S.C. 373.

1812 Elements of the International
Application

PCT Article 3
The International Application

(1) Applications for the protection of inventions in any of the
Contracting States may be filed as international applications under this
Treaty.

(2} Aninternational application shall contain, asspecified in this
Treaty and the Regulations, a request, a description, one or more claims,
one or more drawings (where required), and an abstract.

(3) Theabstractmerelyserves the purpose of technical informa-
tionand cannotbe takenintoaccount for any other purpose, particularly
not for the purpose of interpreting the scope of the protection sought.

{4} The international application shalk

{f) bein apreseribed language;

1800 - 9

(i) comply with the prescribed physical requirements;

(iif) comply with the prescribed requirement of unity of
invention;

{iv} be subject to the payment of the prescribed fees,

Any international application must contain the fol-
lowing elements: request, description, claim or claims,
abstract and one or more drawings (where drawings are
necessary for the understanding of the invention (PCT
Arﬁit\:le 3(2) and PCT Article 7(2)). The elements of the
international application are to be arranged in the fol-
lowing order: the request, the description (other than
any sequence listing part thereof), the claims, the ab-
stract, the drawings, and the sequence listing part of the
description (where applicable) (PCT Administrative In-
structions, Section 207(a)). All the sheets contained in
the international application must be numbered in con-
secutive Arabic numerals by using the following separate
series of numbers: a first series applying to the request; a
second series to the description, claims and abstract; a
third series to the drawings (where applicable); and a fur-
ther series to the sequence listing part of the description
(where applicable) (PCT Rule 11.7 and PCT Adminis-
trative Instructions Section 207(b)). Only one copy of
the international application need be filed in the United
States Receiving Office (37 CFR 1.433(a)). The request
is made on a standardized form (Form PCT/RO/101),
copies of which can be obtained from the PTO. Letters
requesting forms should be addressed “Box PCT.” The
“Request” form can now be presented as a computer
printout. The details of a computer generated Request
form are provided in Administrative Instructions Sec-
tion 102,

July 1908
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1817 PCT Member States \/ ”
The following is a list of PCT Member States:
State Ratification, | Date of Ratification, Date From Which State
Accession or | Accession or Declaration | May Be Designated -
Declaration ‘
(1) Central African Republic’ Accession September 1971 01 June 1978
(2) Senegal® ' Ratification |08 March 1972 01 June 1978
(3) Madagascar Ratification 27 March 1972 0t June 1978
(4) Malawi Accession 16 May 1972 01 June 1978
(5) Cameroon’ Accession 15 March 1973 01 June 1978
(6) Chad® Accession 12 February 1974 01 June 1978
(7) Togo® Ratification |28 January 1975 01 June 1978
(8) Gabon® Accession 06 March 1975 01 June 1978
(9} United States of America Ratification 26 November 1975 01 June 1978
(10) Germany®® Ratification | 19 July 1976 01 June 1978
(11) Congo® Accession 08 August 1977 01 June 1978
(12) Switzerland®* Ratification | 14 September 1977 01 June 1978
(13) United Kingdom®® Ratification 24 October 1977 01 June 1978 - e .
(14) France®~ Ratification 25 November 1977 01 June 1978 ' (
(15) Russian Federation Ratificé.tibn 29 Decembei_ 1977 01 June 1978 - - ‘
(16} Brazil Ratification |09 January 1978 01 June 1978
(17) Luxembourg®® Ratification |31 January 1978 01 June 1978
(18) Sweden®® Ratification | 17 February 1978 01 June 1978
{19) Japan Ratification 01 July 1978 01 October 1978
(20) Denmark®* Ratification 01 September 1978 01 December 1978
(21) Austria®’ Ratification 23 January 1979 23 April 1979
(22) Monaco Ratification 22 March 1979 22 June 1979
(23) Netherlands®® Ratification 10 April 1979 10 July 1979
(24) Romania Accession 23 April 1979 23 July 1979
(25) Norway Ratification 01 October 1979 01 January 1980
(26) Liechtenstein®® Accession 19 December 1979 19 March 1980
(27) Australia Accession 31 December 1979 31 March 1980
(28) Hungary Ratification 27 March 1980 27 June 1980
(29) Democratic People’s Republic Accession 08 April 1980 08 July 1980
of Korea (North Korea )
(30) Finland®® Ratification 01 July 1680 01 October 1980
Continued on next page
July 1998

1800 — 10




FATENT COOPERATION TREATY

1817

State Ratijfication, | Date of Ratification, Date From Which State
Accessionor | Accession or Declaration | May Be Designated
Peclaration
(31) Belgium®® Ratification 14 September 1981 14 December 1981
(32) SriLanka Ratification 26 November 1981 26 February 1982
(33} Mauritania Accession 13 January 1983 13 April 1983
(34) Sudan Accession 16 January 1984 16 Aprii 1984
(35) Bulgaria Accession 21 February 1984 21 May 1984
(36) Republic of Korea (South Accession 10 May 1984 19 October 1984
Korea)
(37) Mali® Accession 19 July 1984 19 QOctober 1984
(38) Barbados Accession 12 December 1984 12 March 1985
(39) Italy°® Ratification 28 December 1984 28 March 1985
(40) Benin® Accession 26 November 1986 26 February 1987
(41} Burkina Faso® Accession 21 December 1988 21 March 1989
(42) Spain°® Accession 16 August 1998 16 November 1989
(43) Canada Ratification 02 October 1989 02 January 1990
(44) Greece®® Accession 09 July 1990 09 October 1990
(45) Poland Accession 23 September 1990 25 December 1990
(46) Céte d’Ivoire” Accession 30 January 1991 30 April 1991
(47) Czech Republic Declaration 18 December 1992 01 January 1993
(48) Guinea® Accession 27 February 1991 27 May 1991
(49) Mongolia Accession 27 February 1991 27 May 1991
(50) Ireland’*® Ratification |01 May 1992 01 August 1992
(51} New Zealand Accession 01 September 1992 01 December 1992
(52) Portugal®® Accession 24 August 1992 24 November 1992
(53) Ukraine Accession 21 September 1992 21 Septermber 1992
(54) Slovakia Declaration 30 December 1992 01 January 1993
(55) Viet Nam Accession 10 December 1992 10 March 1993
(56) Niger Accession 21 December 1992 21 March 1993
(57) Kazakstan Declaration 16 February 1993 25 December 1991
(58) Belarus Declaration | 14 April 1993 25 Pecember 1991
(59) Latvia Accession 07 June 1993 07 September 1993
(60) Uzbekistan Declaration 18 August 1993 25 December 1991
(61) China Accession 01 October 1993 01 January 1994
(62) Slovenia Accession 01 December 1993 01 March 1994
- Continued on next page
1800 — 11 July 1998
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State Ratification, | Date of Ratification, Date From Which State - <
Accession or | Accession or Declaration | May Be Designated -
7 Declaration _ - .
(63) Trinidad and Tobago - Accession 10 December 1993 10 March 1994
{64) Georgia Declaration 18 January 1994 25 December 1991
{65) Kyrgyzstan Declaration 14 February 1994 ' 25 December 1991
(66) Republic of Moldova Declaration 14 February 1994 25 December 1991
(67) Tajikistan Declaration 14 February 1994 25 December 1991
(68) Kenya Accession 08 March 1994 08 June 1994
(69) Lithuania Accession 05 April 1994 05 July 1994
(70) Armenia Declaration 17 May 1994 25 December 1991
(71) Estonia Accession 24 May 1994 24 August 1994
(72) Liberia Accession 27 May 1994 27 August 1994
(73) Swaziland Accession 20 June 1994 20 September 1994
(74} Mexico Accession 01 October 1994 01J anuafy 1995
(75} Uganda Accession 09 November 1994 09 February 1995
(76) Singapore Accession 23 November 1994 23 February 1995
(77) Iceland Accession 23 December 1994 23 March 1995
(78) Turkmenistan Declaration |01 March 1995 25 December 1991 ( _
(79) The former Yugoslov Republic | Accession 10 May 1993 10 August 1995
of Macedonia :
(80) Albania Accession 04 July 1995 4 October 1995
(81) Lesotho Accession 21 July 1995 21 October 1995
(82) Azerbaijan Accession 25 September 1995 25 December 1995
{83) Tarkey Accession 01 October 1995 01 January 1996
(84) Israel Ratification 01 March 1996 01 June 1996
(85) Cuba Accession 16 April 1996 16 July 1996
(86) Saint Lucia Accession 30 May 1996 30 August 1996
(87) Bosnia and Herzegovina Accession 07 June 1996 07 September 1997
(88) Federal Republic of Ratification 01 November 1996 01 February 1997
" Yugoslavia
(89) Ghana Accession 26 November 1996 16 February 1997
(90) Zimbabwe Accession 11 March 1997 11 June 1997
(91) Sierra Leone Accession 17 March 1997 17 June 1997
(92) Indonesia Accession 05 June 1997 05 September 1997
(93) Gambia Accession 09 September 1997 09 December 1997
(94) Guinea—Bissau Accession 12 September 1997 12 December 1997
Continued on next page <
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°Members of Africa Intellectual Propefty Organization {(OAPI) regional patent system. Only regional patent
protection is available for OAPI member states. A designation of any state is an indication that all OAPI states
have been designated. Note: only one designation fee is due regardless of the number of OAPI member states
designated.

*“Members of European Patent Convention (EPC) regional patent system. Either national patents or Euro-
pean patents for member States are available through PCT, except for Belgium, France, Greece, Ireland, Italy,
Monaco, and Netherlands, for which only European patents are available if the PCT is used. Note: only one
PCT designation fee is due if European patent protection is sought for one, several, or all EPC member coun-
tries. '

The following states are members of African Regional Industrial Property Organization (ARIPO) regional
patent system: (4) Malawi, (34) Sudan, (68) Kenya, (73) Swaziland, (75) Uganda, (81) Lesotho, (89) Ghana,
(90) Zimbabwe, and (93) Gambia.

The following states are members of the Burasian (EA) regional patent system: (15) Russian Federation,
(57) Kazakstan, (58) Belarus, (65) Kyrgyzstan, (66) Republic of Moldova, (67) Thjikistan, (70) Armenia, (78)
Turkmenistan, and (82) Azerbaijan.

The Federal Republic of Yugoslavia is comprised of the Republics of Serbia and Montenegro. The World
Intellectual Property Organization has utilized the two~letter code “YU” to refer to the Federal Republic of
Yugoslavia becoming a party to the Patent Cooperation Treaty. The United States understands that the scope
of the territory covered by the designation encompasses only the Republics of Serbia and Montenegro.
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1817.01 Designation of States and
Precautionary Designations

37 CFR 1.432.  Designation of States and payment of desighe-
tion fees.

(a) The designation of States including an indication that
applicant wishes to obtain a regional patent, where applicable, shall
appear in the Request upon filing and must be indicated as set forth in
PCT Rule 4.9 and section 115 of the Administrative Instructions.
Applicant must specify at least one natianal or regional designation on
filing of the international application for a filing date to be granted.

{(b) If the fees necessary to cover all the national and regional
designations specified inthe Request are not paid by the applicant within
one year from the priority date or within one month from the date of
receipt of the international application if that month expires after the
expiration of one year from the priority date, applicant will be notified
and given one month within which to pay the deficient designation fees
plusalate paymentfee. The late payment fee shallbe equal to the greater
of fifty percent of the amount of the deficient fees up to a maximom
amount equal to the basic fee, oran amount equal to the transmittal fee
(PCT Rule 16%5), Fhe one~month time Hmit set in the notification of
deficient designation fees may not be extended. Failure to timely pay at
least one designation fee wilt result in the withdrawal of the internationat
application.

{1) The one designation fee must be paid:

(i) Within one year from the priority date;

(iiy Within ore month from the date of receipt of the
international application if that month expires after the expiration of one
year from the priority date; or

(iif) With the late payment fee defined in this paragraph
within the time set in the notification of the deficient designation fees or
in accordance with PCT Rule 16¥5.1(e).

{2) 1If after a notification of deficient designation fees the
applicant makes timely payment, but the amount paid is not sufficient to
cover the late payment fee and all designation fees, the Receiving Office
will, after allocating payment for the basic, search, transmittal and late
payment fees, allocate the amount paid in accordance with PCT Rule
16%9,1(c} and withdraw the unpaid designations. The notification of
deficient designation fees pursuant to this paragraph may be made
simultaneously with any notification pursuant to § 1.431(c).

(c) The amount payable for the designation fee set forth in
paragraph (b} is:

(1) The designation fee in effect on the filing date of the
international application, if such fee is paid in full within one month from
the date of receipt of the international application;

(2) Thedesignation fee ineffectonthe datesuchfeeispaidin
tull, if such fee is paid in full later than one month from the date of receipt
of the international application but within one year from the priority
date;

(3) The designation fee in effect on the date one year from
the priority date, if the fee was due one year from the priority date, and
such fee is paid in full later than one month from the date of receipt of the
international application and fater than one year from the priority date;
or

{4) The designation fee in effect on the international filing
date, if the fee was due one month from the international filing date and
after one year from the priority date, and such fee ispaidin full later than
one month from the date of receipt of the international application and
{ater than one year from the priority date.
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{d) Onfllingtheinternational application, in addition to specify-
ing at least one national or regional designation under PCT Rule 4.9(a),
applicant may also indicate under PCT Rule 4.9(b) that all other
designations permitted under the Treaty are made,

(1) Indication of other designations permitted by the Treaty
under PCT Rule 4.9(b) must be made in a statement on the Request that
any designation made under this paragraph is subject to confirmation
(PCT Rule 4.9(c)} not later than the expiration of 15 months from the
priority date by: .

(i} Filing a written notice with the United States Receiv-
ing Office specifying the national and/or regional designations being
confirmed;

(i) Payingthe designation fee for each designation being
confinmed; and '

(iii} Paying the
§ 1.445(a)(4).

(2} Unconfirmed designationswillbe considered withdrawn,
If the amount submitted is not sufficient to cover the designation fee and
the confirmation fee foreachdesignationbeingconfirmed, the Receiving
Office will allocate the amount paid in accordance with any pricrity of
designations specified by applicant. If applicant does not specify any
priority of designations, the allocation of the amount paidwillbe made in
accordance with PCT Rule 1605.1{c). :

confirmation fee specified in

The designation of States is- the indication, in
Box No. V of the request (except in the last sub~box of
that Box}, of specific Contracting States in or for which
the applicant is seeking protection for his or her inven-
tion. Such a designation is calléd a “specific” designa-
tion, as distinct from the “precautionary” designations.
Designations for the purpose of obtaining national pat-
ents are effected by indicating each Contracting State
concerned. On the printed form, this is accomplished by
marking the appropriate check—boxes next to the names
of the States. Where the applicant is seeking a European
patent (for the States party to the European Patent Con-
vention) or an OAPI patent, the checkbox “European
Patent” or the checkbox “OAPI Patent” must be marked.
Switzerland and Liechtenstein cannot be designated in-
dependently of each other.

Belgium, France, Greece, Italy, Monaco, and Treland
can be designated only for a European Patent since only
a European patent (and not a national patent) can be ob-
tained via the PCT route for those countrics. Where any
of the other States for which both a national and a Euro-
pean patent are available is designated twice in the same
application, namely for national protection and for a
European patent, the application is treated in the inter-
national phase as an application for a national patent in
that State and also as an application for a European pat-
ent with effect for that State.

All designations must be made in the international ap-
plication on filing; none may be added later. However,

1800 — 14



PATENT COOPERATION TREATY

there is a safety net designed to protect applicants who
make mistakes or omissions among the specific designa-
tions, by way of making a precautionary designation of
all other States which have not been specifically desig-
nated in the Request whose designation would be per-
mitted under the Treaty. ’

In addition to specific designations described above,
the applicant may, under PCT Rule 4.9(b), indicate in
the request that all designations which would be per-
mitted under the PCT are also made, provided that at
least one specific designation is made and that the re-
quest also contains a statement relating to the confirma-
tiori of any precautionary designations so made. That
statement must declare that any such designation is subject
to confirmation (as provided ini Rule 4.9(c)), and that any
such designation which is not so confirmed before the ex-
piration of 15 months from the priority date is to be re-
garded as withdrawn by the applicant at the expiration of
that time limit,

Precautionary designations are effected in practice by
including the necessary statement in the last sub—box of
Box No. V of the request (the statement is set out in the
printed request form). Since the precautionary designa-
tions are designed particularly to enable applicants to
correct omissions and mistakes in the original list of spe-
cific designations, it is strongly recommended that appli-
cants make the precautionary designations indication
(by leaving the pre—printed stateinent in the printed
form, if that form is used) unless there is a particular rea-
son for doing otherwise. The request form makes provi-
sion for the applicant to omit designations if that is de-
sired. It should be noted that no fees are payable in re-
spect of precautionary designations except where the ap-
plicant later decides to confirm them.

Precautionary designations will be regarded as with-
drawn by the applicant unless they are confirmed, but the
applicant is not obliged to confirm them. The precau-
tionary designation procedure enables the applicant to
make, in the request, all designations permitted by the
PCT in addition to those made specifically, For this pur-
pose, the request must also contain a statement that any
precautionary designations so made are subject to con-
firmation as provided in Rule 4.9(c) and that any desig-
nation which is not so confirmed before the expiration of
15 months from the priority date is to be regarded as
withdrawn by the applicant at the expiration of that time
limit. Noting that the confirmation of designations is en-
tirely at the applicant’s discretion, no notification is sent
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to the applicant reminding him or her that the time limit
for confirming precautionary designations is about to ex-
pire. Applicants are cautioned that in order for the con-
firmation of a designation of the U.S. to be valid, the in-
ventor must have been named in the application papers
as filed, 37 CFR 1.421(b).

APPLICANT FOR PURPOSKES OF EACH DESIGNA-
TION

Where there is but a single applicant, the right to file
an international application and to designate contract-
ing states or regions (EP or OAPI) exists if the applicant
is a resident or national of a contracting state. The appli-
cant can be an individual, corporate entity or other con-
cern, If the United States is to be designated, it is partic-
ularly importarit to note that the applicant must also be
the inventor. o

In the case where there are several applicants who are
different for different designated states, the right to file
an international application and to designate contract-
ing states or regions (EP or OAPI) exists if at least one of
them is a resident or national of a contracting state. If the
United States is to be designated, it is important to note
that the applicant must also be the inventor. If the inven-
tor is not also the applicant, the designation of the
United States is invalid.

1817.02 Continuation or Continuation—ln—-
Part Indication in the Request

PCT Rule 4
The Request (Contents)

F ke

4.14. Continuation or Continuation —in~Part

If the applicant wishes his international application to be treated, in
any designated State, as an application for a continuation or a
continuation—in—part of an earlier application, he shall so indicate in
the request and shall identify the parent application involved,

ok R

Box No. V and the Supplemental Box of the Request
form should be used where the applicant has an earlier
application in a country designated in the international
application and where special title or treatment of the in-
ternational application is desired. For example, if the ap-
plicant has a pending United States application, the in-
ternational application could contain additional subject
matter and be treated as a continuation—in—part in the
United States, if the United States is designated in the
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international application (PCT Rule 4.14). In this exam-
ple; the entries to be placed in Box No. V would be as fol-
lows: “United States of America; continuation—in—
part;” and in the Supplemental Box, an entry such as
“Continuation of Box No. V, Parent application for U.S.
designation: United States of America, 20 May 1981,
222,222” identifying the earlier pending application
should be inserted.

1819 Earlier Intérnational or
- International ~Type Search

PCT Rule 4
Request (Contents)

LEL )

4.11. Reference to Earlier Search

If an international or international—type search has been requested
on an application under Article 15(5) or if the applicant wishes the
International Searching Authonty to" base the international search
report wholly or in part on the results of 2 search, other than an
international or international —type search, made by the national Qfﬁce
or intergovernmental organization which is the International Searching
Authority competent for the international application, the request shall
contain a reference to that fact. Such reference shail cither identify the
application (or its translation, as the case may be} inrespect of which the
earlier search was made by indicating country, date and number, or the
said search by indicating, where applicable, date and number of the
request for such search.

L2214

Certain International Searching Authorities refund
part or all of the international search fee or reduce the
amount of the international search fee where the inter-
national search can be based wholly or partly on an earli-
er search (whether an international, international—
type, or other search) made by them. The United States
provides for a reduced search fee where there is a corre-
sponding prior U.S. national nonprovisional application.

Where the earlier search by the International Searching
Authority was made in relation to 2 national, regional (for
instance, Eoropean) or international application, that
application must be identified in Box No. VII of the
request by an indication of the country of filing (or the
Buropean Patent Office), and the number and filing date of
that application. Note that, if the earlier search was made on
the basis of a . translation of that application into
a language other than that in which the application was filed,
that translation must also be identified in Box No. VIL

Where the earlier search was made-independently of a

patent granting procedure (for instance, a standard

July 1998

MANUAL OFPATENTEXAMINING PROCEDURE

search by the European Patent Office), a reference must
be made to the date of the request for that search and the
number given to the request by the International Search-
ing Authority.

The United States Patent and Trademark Office per-
forms an international—type search on all U.S. national
applications filed 6n and after 01 June 1978. No specific
request by the applicant is required and no number iden-
tifying the international—type search is assigned by the
Office. All earlier U.S. applications referred to in Box
No. VI and Box No. VII as well as all U.S. applications
referred to in separate transmittal letters will be consid-
ered by the Office. See 37 CFR 1.104(a)(3) and (a)(4).
The forms to be used for recording an international—
type search can be obtained from the International
Application Processing Division.

Box No. VII should be used to identify reiated inter-
national applications- whether or not priority of that
application is claimed.

1820 Signature of Applicant

PCT Rule 4
Requiest (Contents)

EET)

4.15. Signature

(a) Subject to paragraph (b), the request shali be s;gned by ‘the
applicant or, if there is more than one applicant, by all of them,

(b} Where two or more applicants file an international applica-
tion which designates a State whose national [aw requires that national
applications be filed by the inventor and where an applicant for that
designated State who is an inventor refused to sign the request or could
not be found or reached after diligent effort, the Tequest need not be
signed by that applicant if it is signed by at least one applicant and a
statement is furnished explaining, to the satisfaction of the receiving
Office, the lack of the signature concerned. '

[EIT LY

SIGNATURE OF APPLICANT OR AGENT

The international application must be signed in Box
No. IX of the request by the applicant, or, where there
are two or more applicants, by all of them. Subject to cer-
tain conditions, the request may be signed by the agent
instead of the applicani(s), Pursuant to 37 CFR 1.4(d),
the request filed may be either an original, or a copy
thereof. Certain papers may be filed by facsimile trans-
mission. See 37 CFR 1.6(d) and the discussion in
MPEP § 1805.

The international apphcatmn may be signed by an
agent, but in that case the agent must be appointed as

1800 —~ 16
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such by the applicant in a separate power of attorney
signed by the applicant. If there are two or more appli-
cants, the request may be signed by an agent on behalf of
all or only some of them; in that case the agent must be
appointed as such in one or more powers of attorney
signed by the applicants on whose behalf the agent signs
the application. Where a power of attorney appointing
an agent who signs an international application is miss-
ing, the signature is treated as missing until the power of
attorney is submitted.

The signature should be executed in black indelible
ink. The name of each person signing the international
application should be indicated (preferably typewritten)
next to the signature. Where a person signs on behalf of
a legal entity (an organization such as a corporation,
university, nonprofit organization, or governmental
agency), his or her name and the capacity in which he or
she signs should be indicated. Proof of the person’s
authority to sign on behalf of the legal entity will be
tequired if that person does not possess apparent
authority to sign on behalf of the legal entity. An officer
(President, Vice—President, Secretary, Treasurer) of an
organization is presumed fo have authority to sign on be-
half of that organization. The signature of the chairman
of the board is also acceptable, but not the signature of
an individual director. Variations of these titles (such as
vicembresidcn't for sales, executive vice—president, as-
sistant treasurer, vice-chairman of the board of direc-
tors) are acceptable. A person having a title (manger, di-
reétdr, édministrator, general counsel) that does not
clearly set forth that person as an officer of the organiza-
tion is not presumed to be an officer or to have the au-
thority to sign on behalf of the organization. An attorney
does not generally have apparent authority to sign on be-
half of an organization.”

Proof that a person has the authority to sign on behalf
of a legal entity may take the form of a copy of a resolu-
tion of the board of directors, a provision of the bylaws,
or a copy of a paper properly delegating authority to that
person to sign the international application on behalf of
the legal entity.

It is also acceptable to have a person sign the interna-
tional application on behalf of a legal entity if that person
submits a statement that the person has the authority to
sign the international application on behalf of the legal
entity. This statement shouid be on a separate paper and
must not appear on the Request (or Demand) form it-
self. The statement must include a clause such as “The
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undersigned (whose title is supplied below) is empow-
ered to sign the Request on behalf of the applicant.”

A power of attorney or authorization of agent from a
person signing on behalf of a legal entity to a registered
patent attorney or agent will be required if the attorney
or agent signs the international application. Additional
proof of authority may be required by the USPTO in any
international application.

Where an applicant is temporarily unavailable, the in-
ternational application can be filed without his or her
signature. The lack of an applicant’s signature or of a
signed power of attorney is a correctable defect under
PCT Axticle 14(1){a}(i) and (b}, and can be remedied by
filing a copy of the request (or, where the request has
been signed by an agent, of a power of attorney) duly
signed by the applicant within the time limit {fixed by the
receiving Office for the correction of this defect.

APPLICANT INVENTOR UNAVAILABLE OR UN-
WILLING 7O SIGN THE INTERNATIONAL AP-
PLICATION OR OTHER DOCUMENTS

The PCT provides a special procedure, where two or
more applicants file an international application desig-
nating the United States of America, which enables the
international application to proceed if an applicant in-
ventor for the United States of America refuses tosign or
cannot be found or reached after diligent effort. This
procedure makes an exception to the general rule that all
applicants must sign the request (or a separate power of
attorney appointing an agent who then signs the re-
quest). Its operation is limited to signature of the requeSt
by applicants for the purposes of the designation of a
State whose national law requires that national applica-
tions be filed by the inventor {the United States of Amer-
ica is the only Contracting State to have such a require-
ment in its national law).

It is provided by PCT Rule 4.15(b) that, where an ap-
plicant inventor for the designation of the United States
of America refused to sign the request or could not be
found or reached after diligent effort, the request need
not be signed by that applicant inventor if it is signed by
at least one applicant and a statement is furnished ex-
plaining, to the satisfaction of the receiving Office, the
lack of the signature concerned. If such a statement is
furnished to the satisfaction of the receiving Office, the
international application complies with the require-
ments of PCT Article 14(1)(a){i} for the purposes of all
designated States (including the United States of Ameri-
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ca) without adverse consequences in the international
phase. However, additional proofs may be required by
the United States Patent and Trademark Office after
entry into the national phase if the required oath or
declaration by the inventor is not signed by all the appli-
cant inventors.

The lack of a signature constitutes a defect under
PCT Article 14(1)(2)(i), and the statement must thus be
filed within the time limit set by the receiving Office
for correction of such defects in accordance with
PCT Article 14(1)(b) and PCT Rule 26.2. That time limit is
fixed, in each case, in the invitation by the receiving Of-
fice to correct any defects under PCT Article 14(1)(a);
the time Hmit must be reasonable under the circum-
stances, must be not less than 1 month from the date of
the invitation, and may be extended by the receiving Of-
fice at any time before a decision is taken under PCT
Rule 26.

If the request lacks the signature of an applicant in-
ventor for the United States of America and a satisfacto-
ry statement cannot be furnished for the putposes of
PCT Rule 4.15(b), the international application will be
considered withdrawn. The Receiving Office will issue a
declaration of withdrawal.

Provisions similar to PCT Rule 4.15(b) apply to ex-
cuse a lack of signature by an applicant inventor for the
United States of America of certain other documents
connected with the international application, provided
that a similar statement is furnished explaining the lack
of signature to the Office or Authority concerned. These
documents are the Demand, any notice of a later elec-
tion, and a notice of withdrawal of the international ap-
plication, a designation, a priority claim, or an election.
Note, however, that the signatures of all the applicants
are not required for all of those documents for example,
the Demand may be signed by the common representa-
tive (including an applicant who is considered to be the
common representative).

PCT Rule 4.15(b} is implemented in the United States
through 37 CER 1.425, which provides:

37 CFR 1.425. Filing by other than inventor.

Where an international appllcatlon which designates the United
States of America is filed andwhere one or more inventors refuse tosign
the Request for the international application or cannot be found or
reached after diligent effort, the Request need not be signed by such
inventor if it is signed by another applicant. Such international
apphcatton must be accompanied by a statcment explaining to the
satisfaction of the Commissioner the lack of the signature concerried.
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Where there are joint inventors other than the non-
signing applicant inventor, the available joint inventors
should sign the request form on behalf of themselves and
the nonsigning inventor. Where a sole inventor or all of
the joint inventors refuse to sign the request or can-
not be located, another applicant may make the applica-
tion on behalf of the nonsigning inventor(s). In both
instances, the application must be accompanied by a
statement explaining the facts that the nonsigning inven-
tor(s) either refuse to sign or cannot be located after dili-
gent effort. Such proof should take the form of state-
ments by persons with first hand knowiedge of the perti-
nent facts.

APPLICANT INVENTOR DECEASED

37 CFR 1.422.  When the inventor is dead.

In case of the death of the inventor, the legal representative
(executor, administrator, etc.} of the deceased inventor may file an
internationalapplicationwhichdesignatesthe United Statesof America.

Proof of the authority of the legal representative must
be filed. Such proof normally takes the form of a certifi-
cate of the clerk of a competent court or the register of
wills that the legal representative’s appointment is still in
full force and effect. Such certificate should be signed by
an officer and authenticated by the seal of the court by
which the same was issued. If the certificate is not in the
English language, an English translation is also required.
In the case of foreign executors or administrators, a con-
sular officer of the United States or a notary public from
a member country to the Hague Convention Abolishing
the Requirement of Legalization for Foreign Public
Deocuments must authenticate the signature of the for-
eign officer attesting to the papers submitted as proof of
authority. See MPEP § 409.01(b) and § 602.04.

1821 The Request

A general overview of certain aspects of the re-
quest follows.

37 CFR 1.434. The reguest.

{a) Fhe request shall be made on a standardized form (PCT Rules 3
and 4). Copies of printed Request forms are available from the Patent and
Trademark Office. Letters requesting printed forrs shoudd be marked “Box
pPCI” S

(b) The Check List portion of the Request form should indicate
each document accompanying the international application on filing.

{c) Allinformation, for example, addresses, names of Statesand
dates, shall be indicated in the Request as required by PCT Ruie 4 and
Administrative Instructions 110 and 201.

(d) Inmternationalapplicationswhichdesignate the United States
of America shall include: '

1800 ~ 18
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- {1) The name, address and signature of the inventor, except
as provided by §§ 1.421(d), 1.422, 1.423 and 1.425;

(2} A reference fo any copending national application or
international application designating the United Statesof America, ifthe
benefit of the filing date for the prior copending application is to be
claimed.

The request must either be made on a printed form to
be filled in with the required indications or be presented
as a computer printout complying with the Administra-
tive Instructions. Any prospective applicant may obtain
copies of the printed request form, free of charge, from
the receiving Office with which he/she plans to file his/
her international application, or from the International
Bureau, Details of the requirements for the request if
presented as a computer printout are set out in Adminis-
trative Instructions Section 102(h).

The request contains a petition for the international
application to be processed according to the PCT and
must also contain certain indications. It must contain
the title of the invention, It must identify the applicant,
(normally) the inventor, and the agent (if any), and must
contain the designation of at Jeast one Contracting State.
The request must contain an indication of any wish of the
applicant’s to obtain a European patent rather than, or
in addition to, a national patent in respect of a desig-
nated State.

DATES

Each date appearing in the international application
or in any correspondence must be indicated by the Ara-
bic number of the day, the name of the month and the
Arabic number of the year, in that order. In the request,
after, below or above that indication, the date should be
repeated in parentheses with a two—digit Arabic numer-
al each for the number of the day, the number of the
month and the last two figures of the year, in that order
and separated by periods, slashes or hyphens, for exam-
ple, 10 June 1986 (10.06.86); (10/06/86) or (10—06—86).

Any prospective applicant may obtain English lan-
guage Request forms free of charge from the United
States Patent and Trademark Office, Box PCT, Washing-
ton, D.C. 20231. The Reqﬁest may not contain any mat-
ter that is not specified in PCT Rule 4. Any additional
material will be deleted ex officio (Administrative In-
structions Section 303).
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SUPPLEMENTAL BOX

This box is used for any material which cannot be
placed in one of the previous boxes because of space lim-
itations. The supplemental information placed in this
box should be clearly entitled with the Box number from
which it is continued, e.g., “Continuation of Box No., IV.”

FILE REFERENCE

The applicant or his/her agent may indicate a file
reference in the box provided for the purpose on the
first sheet of the request form, on each page of the oth-
er elements of the international application, on the
first sheet of the demand form, and in any other corre-
spondence relating to the international application.
The file reference may be composed either of letters of
the Latin alphabet or Arabic numerals, or both. It may
not exceed 12 characters, The receiving Office, the In-
ternational Bureau, the International Searching Au-
thority and the International Preliminary Examining
Authority will use the file reference in correspondence
with the applicant,

TITLE OF THE INVENTION

The Request must contain the title of the invention;

~ the title must be short (preferably 2 to 7 words) and pre-

cise (PCT Rule 4.3). The title in Box No. I of the Request
is considered to be the title of the application. The title
appearing on the first page of the description (PCT Rule
5.1(a)) and on the page containing the abstract should be
consistent with the title indicated in Box No. I of the
Request form.

A title should not be changed by the examiner merely
because it contains words which are not considered de-
scriptive of the invention. Words, for example, such as
“improved” or “improvement of” are acceptable. If the
title is otherwise not descriptive of the invention, a
change to a more descriptive title should be made and
the applicant informed thereof in the Search report.

Where the title is missing or is inconsistent with the
title in the description, the Receiving Office invites the
applicant to correct the missing or inconsistent title.

APPLICANT

Any resident or national of a Contracting State may
file an international application. Where there are two or
more applicants, at least one of them must be a national
or a resident of a PCT Contracting State,

The question whether an applicant is a resident or na-
tional of a Contracting State depends on the national law

July 1908




1823 | MANUAL OF PATENT EXAMINING PROCEDURE

of that State and is decided by the receiving Office., Also,
possession of a real and effective industrial or commer-
cial establishment in a Contracting State may be consid-
ered residence in that State, and a legal entity consti-
tuted according to the national law of a Contracting
State is considered a national of that State. '

The applicant must be identified by the indication of
his/her name and address and by marking next to that in-
dication, the check—box “This person is also inventor”
in Box No. I, or “applicant and inventor” in Box No. I1l,
where the applicant is also the inventor or one of the in-
ventors, or the check—box “applicant only” where the
applicant is not the inventor or one of the inventors.
Where the applicant is a corporation or other legal entity
(that is, not a natural person), the check—box “applicant
only” must be marked. The. applicant’s nationality and
residence must also be indicated.

NAMES

The names of a natural person must be indicated by
the family name followed by the given name(s). Academ-
ic degrees or titles or other indications which are not part
of the person’s name must be omitted. The family name
should preferably be written in capital letters.

The name of a legal entity must be indicated by its full
official designation (preferably in capital letters),

ADDRESSES

Addresses must be indicated in such a way as to satisfy
the requirements for prompt postal delivery at the ad-
dress indicated and must consist of all the relevant ad-
ministrative units up to and including the house number
(if any). The address must also include the country.

1823 The Description

PCT Article 5
The Description

The description shall disclose the invention in a manner sufficiently
clear and complete for the invention to be carried out by a person skilled
in the art. '

PCT Rule 5
The Description

3.1. Manner of the Description
{(a) The description shall first state the title of the invention as
appearing in the request and shall:
(i) specify the technical field to which the invention 1elates;
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(i} indicate the background art which, as far asknown to the
applicant,canbe regardedasuseful for the understanding, searchingand
examination of the invention, and, preferably, cite the documents
reflecting such art; S

(iil) disclose the invention, #s claimed, in such terms that the
technical problem (even if not expressly stated as such) and its solution
¢an be understood, and state the advantageous effects, if any, of the
invention with reference to the background art;

(iv) briefly describe the figures in the drawings, if any;

(v) set forth at least the best mode contemplated by the
applicant for carrying out the invention claimed; this shall be done in
terms of examples, where appropriate, and with reference to the
drawings, if any; where the national law of the designated State does not
require the description of the best mode but is satisfied with the
description of any mode (whether it is the best contemplated or not),
failure to describe the best mode contemplated shalt have no effect in
that State; ) . :

(vi} indicate explicitly, when it is not obvious from the
description or nature of the invention, the way in which the invention is
capable of exploitation in industry and the way in which it can be made
and used, or, if it can only be used, the way in which it can be used; the
term industry is to be understood in its broadest sense as in the Paris
Convention for the Protection of Industrial Properiy.

-{b) The manner and order specified in paragraph (a) shall be
followed except when, because of the nature of the invention, a different
manner or a different order would result in a better understanding anda
more economic presentation. _

{c) Subject to the provisions of paragraph (b}, each of the parts
referred to in paragraph (a) shall preferably be preceded by an
appropriate heading as suggested in the Administrative Instructions.

Hordckop

FPCT Administrative Instructions Section 204
Headings of the Parts of the Description

The headings of the patts of the description should be as follows:

(i) for matter referred to in Rule 51(a)(i), “Technical
Field”;

(i} for matter referred to in Rule 5.1(a)(ii), “Background
Art”;

(iii} for matter referred to in Rule 5.1(a)(iif), “Disclosure of
Invention”;

(iv) for matter referred toin Rule 5.1(a)(iv), “Brief Descrip-
tion of Drawings”;

(v) formatter referred to in Rule 5.1(a){v), “Best Mode for
Carrying Out the Invention,” or, where appropriate, “Mode(s) for
Carrying Out the Invention™;

(vi) for matter referred to in Rule 5.1(a)(vi), “Industzial
Applicability™;

{vii) formatter referred toin Ruie 5.2(a}, “Sequence Listing™;

(viii} for matter referred to in Rule 5.2(b), “Sequence Listing
Free Text.”

PCT Administrative Instructions Section 209

Indications as to Deposited Biological Material on a Separate
Sheet

(2) To the extent that any indication with respect to deposited
biological material is not contained in the description, it maybe givesion
aseparate sheet. Where anysuch indication isso given, itshall preferably
beon Form PCT/RO/134 and, if furnished at the time of filing, the said
Form shall, subject to paragraph (b), preferably be attached o the
request and referred to in the check list referred to in Rule 3.3(a)(ii).
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{b) Forthepurposesofthe Japanese Patent Office when Japanis
designated, paragraph (a) applies only to the extent that the said Form
or sheét is included as one of the sheets of the description of the
international application at the time of filing,

37 CFR 1.435. The description.

{a) The application must meet the requlzcmems as to the
contentandformofthe descnptlon aresetforthinPCTRules 5,9, 10and
11 and sections 204 and 208 of the Administrative Instructions.

(b} Ininternational applications designating the United States
the descnptwn must contain upon filing an indication of the best mode
contemplated by the inventor for carrying out the claimed invention.

The description must disclose the invention in a man-
ner sufficiently clear and complete for it to be carried ot
bya person skllied in the art. It must start with the title of
the invention as appearing in Box No. I of the request.
PCT Rule 5 contains detailed requirements as to the
manner and order of the description, which, generally,
should be in six pasts. Those parts should have the fol-
lowing headings; “Technical Field,” “Background Art,”
“Disclosure of Invention,” “Brief Description of Braw-
ings,” “Best Mode for Carrying Out the Invention” of,
where appropriate, “Mode(s) for Carrying Out the In-
vention,” “Industrial Applicability,” “Sequence List-
ing,” and “Sequence Listing Free Text,” where applica-
ble, :

The details required for the disclosure of the inven-
tion so that it can be carried out by a person skilled in the
art depend on the practice of the national Offices. It is
therefore recommended that due account be taken of
national practice in the United States of America when
the description is drafted.

The need to amend the description during the natlon-
al phase may thus be avoided.

“This applies likewise to the need to indicate the “best
mode for carrying out the invention.” If at least one of
the designated Offices requires the indication of the
best mode (for instance, the United States Patent and
Trademark Office), that best mode must be indicated in
the description.

A description drafted with due regard to what is said
in these provisions will be accepted by all the designated
Offices. It might require more care than the drafting of a
" national patent application, but certainly much less ef-
fort than the drafting of multiple applications, which is
necessary where the PCT route is not used for filing in
several countries.
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1823.91

1823.01 Reference to Deposited
~ Biological Material

_ PCTRule 13%s
Inventions Relating to Biological Materinl

13Y5 1. Definition

For the purposes of this Rule, “reference to deposited biological
material” means particulars given in an international application with
respect to the deposit of a biological material with a depositary
institution or to the biological material so deposited.

13%52. References (General)

Any-reference to deposited biological material shall be made in
accordance with this Rule and, if so made, shall be considered as
satisfying the réquirements of the national law of each designated State.

1_3”'53, 3. References: Contents; Failure to Include Reference or
Indication '
{(a) A reference to deposited biological material shall indicate:

() the name and address of the depositary institition with
which the deposit was made; '

(if) the date of deposit of the biological material with that
institution;

(i) the accession number given to the deposit by that
institution; and

(iv) any additional matter of which the Internationai Bureau
has beeén notified pursuant to Rule 1305.7(a)(i), provided that the
requirement to indicate that matter was published in the Gazette in
accordance with Rule 1318,7(c) at least twe months before the filing of
the international application.

{b)  Failure toinclude a reference todeposited bmloglca! materi-
al orfailure toinchede, in areference todeposited biological material, an
indication in accordance with paragraph (a), shall havé no consequence
in any designated State whose national law does not require such
reference or such indication in a national application, ‘

13 bisg, References: Time Limit for Furnishing Indications

(a) Subject to paragraphs (b) and (c), if any of the indications
referred to in Rule 13%8.3(a) is not inchuded in a reference 10 deposited
biclogical material in the international application as filed but is
furnished 16 the International Bureau:

(i) within 16 months from the priority date, the mdlcatmn shall
te considered by any designated Office to have beén furnished in time;

(i) after the expiration of 16 months from the priority date, the
indication shall be considered by any designated Office to have been
furnished on the last day of that time limit if it reaches the International
Bureau before the technical preparations for international publication
have been completed.

(b) ¥ the national law applicable by a designated Office so
requires in respect of national applications, that Office may require that
any of the indications referred to in Rule 1355.3(a) be furnished earlier
than 16 months from the priority date, provided that the International
Bureau has been notified of such requirement pursuant to Rule
13%58 7(a)(ii) and has published such requirement in the Gazeite in
accordance with Rule 13b8,7(c) at least two months before the filing of
the international application.

(¢} Where the applicant makes a request for early publication
under Article 21(2){b), any designated Office may consider any
indication not furnished before the technica!‘prepafaiions for interna-
tional publication have been completed as not havmg been furmshed in
time.
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(d) The internationat Bureau shall notify the applicant of the date
on which it received any indication furnished under pazageaph (a), and
(i) if the indication was received before the technical prepara-
tions for international publication have been completed, indicate that
date, and include the relevant data from the indication, in the pamphiet
published under Rule 48;
(ii) if the indication was received after the technical prepara-
tions for international publication have been completed, notify that date
and the refevant data from the indication to the designated Offices.

1355 5, References and Indications for the Purposes of One or More
Designated States; Different Deposits for Different Designated
States; Deposits with Depositary Institutions Other Than Those
Notified .

(a) Areference to deposited biological material shall be consid-
ered to be made for the purposes of all designated States, unless it is
expressly made for the purposes of certain of the designated States only;
the same applies to the indications included in the reference,

() References to different deposits of the biological material
may be made for different designated States.

(¢} Anydesignated Office may disregard a deposit made with a
depositary institution other than one notified by it under Rule 13%5.7(b),

13Y5.6. Furnishing of Samples

Pursuant to Articles 23 and 40, no fumishing of samples of the
deposited biclogical material to which a reference is made in an
international application shall, except with the authorization of the
applicant, take place before the expiration of the applicable time limits
after which national processing may start under the said Articles.
However, where the applicant performsthe acts referred toin Articles 22
or 39 after international publication but before the expiration of the said
time limits, the furnishing of samples of the deposited microorganism
may take place, once the said actshave been performed. Notwithstanding
the previous provision, the furnishing of samples of the deposited
biological material may take place under the national law applicable for
any designated Office as soon as, under that law, the international
pubtlication has the effects of the compulsory national publication of an
unexamined national application.

13557 National Requirements: Notification and Publication

{a) Any national Office may notify the International Bureau of
any requirement of the national law:

(i) thatanymatterspecified in the notification, in additionte
those referred to in Rule 13%8.3(a)(i), (i) and (if), is required to be
included in a reference to deposited biological material in a national
application;

(i) that one or more of the indications referred to in Rule
13" 3(a) are required to be incleded in a national application as filed or
arerequired tobe furnished at atime specified in the notificationwhichis
earlier than 16 months after the priority date.

(b} Eachnational Office shall notifythe International Bureau of
the depositary institutions with which the national faw permits deposits
of biological material to be made for the purposes of patent procedure
before that Office or, if the national law doees not provide for or permit
such deposits, of that fact.

(¢} The International Bureau shall promptly publish in the
Gazetterequirementsnotified toitunder paragraph {a) andinformation
notified to it under paragraph (b).
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PCT Administrative Instructions Section 209
Indications as to Deposited Biological Material
on a Separate Sheet

(a) To the extent that any indication with respect to deposited
biological material isnot contained in the description, it may be given on
aseparatesheet. Whereany suchindicationisso given, it shall preferably
beor Form PCT/RO/134 and, if furnished at the time of filing, the said
Form shall, subject to paragraph (b), preferably be attached to the
request and referred to in the check list referred to in Rule 3.3(a)(ii).

(b) Forthepurposesof the Japanese Patent Office when Japanis
designated, paragraph (a) applies only to the extent that the said Form
or sheet is included as one of the sheets-of the description of the
international application at the time of filing.

REFERENCES TO DEPOSITED BIOLOGICAL MA-
TERIAL IN THE CASE OF MICROBIOCLOGICAL IN-
VENTIONS

The PCT does not require the inclusion of a reference
to a biological material and/or to its deposit with a depos-
itary institution in an international application; it merely
prescribes the contents of any “reference to deposited
biological material” (defined as “particulars given ...
with respect to the deposit of biological material ... or to
the biological material so deposited™) which is included
in an international application, and when such a refer-
ence must be furnished. It follows that the applicant may
see a need to make such a reference only when it is re-
quired for the purpose of disclosing the invention
claimed in the international application in a manner suf-
ficient for the invention to be carried out by a person
skilled in the art that is, when the law of at least one of the
designated States provides for the making, for this pur-
pose, of a reference to a deposited biological material if

" the invention involves the use of a biological material

that is not available to the public. Any reference to a de-
posited biological material furnished separately from
the description will be included in the pamphlet contain-
ing the published international application.

Areference to a deposited biological material made in
accordance with the requirements of the PCT must be
regarded by each of the designated Offices as satisfying
the requirements of the national law applicable in that
Office with regard to the contents of such references and
the time for furnishing them.

A reference may be made for the purposes of ail desig-
nated States or for one or only some of the designated
States. A reference is considered to be made for the pur-
pose of all designated States unless it is expressly made
for certain designated States only. References to differ-
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ent deposits may be made for the purposes of different
designated States.

There are two kinds of indication which may have to be
given with regard to the deposit of the biological material,
namely:

(A) indications specified in the PCT Regulations
themselves; and

(B) additional indications by the national (or
regional} Office of (or acting for) a State designated in
the international application and which have been
published in the PCT Gazette; these additional indica-
tions may relate not only to the deposit of the biclogical
material but also to the biological material itself.

The indications in the first category are:

(1) the name and address of the depositary
institution with which the deposit was made;

(2) the date of the deposit with that institution;
and

(3) the accession number given to the deposit by
that institution.

11.S. requirements include the name and address of
the depository institution at the time of filing, the date of
the deposit or a statement that the deposit was made on
or before the priority date of the international applica-
tion and, to the extent possible, a taxonomic description
of the biological material. See Annex L of the PCT Ap-
plicants Guide.

The national laws of some of the national (or regional)
Offices require that, besides indications concerning the
deposit of a biological material, an indication be given
concerning the biological material itself, such as, for ex-
ample, a short description of its characteristics, at least
fo the extent that this information is available to the ap-
plicant, These requirements must be met in the case of
international applications for which any such Office is a
designated Office, provided that the requirements have
been published in the PCT Gazette. Annex L of the
PCT
Applicant’s Guide indicates, for each of the national (or
regional) Offices, the requirements (if any) of this kind
which have been published.

If any indication is not included in a reference to a de-
posited biological material contained in the internation-
al application as filed, it may be furnished to the Interna-
tional Bureau within 16 months after the priority date
uniess the International Bureau has been notified (and,

1800 — 293

1823.01

at least 2 months prior to the filing of the international
application, it has published in the PCT Gazetie) that
the national law requires the indication to be furnished
earlier. However, if the applicant makes a request for
early publication, all indications should be furnished by
the time the request is made, since any designated Office
may regard any indication not furnished when the re-
quest is made as not having been furnished in time,

No check is made in the international phase to deter-
maine whether a reference has been furnished within the
prescribed time limit. However, the International Bu-
reau notifies the designated Offices of the date(s) on
which indications, not included in the international ap-
plication as filed, were furnished to it. Those dates are
also mentioned in the pamphlet containing the pub-
lished international application. Failure to include a ref-
erence to a deposited biological material {or any indica-
tion required in such a reference) in the international
application as filed, or failure to furnish it (or the indica-
tion) within the prescribed time limit, has no conse-
quence if the national law does not require the reference
(or indication) to be furnished in a national application.
Where there is a conseguence, it is the same as that
which applies under the national faw,

To the extent that indications relating to the deposit of
a biological material are not given in the description, be-
cause they are furnished later, they may be given in the
“optional sheet” provided for that purpose. If the sheet
is submitted when the international application is filed, a
reference to it should be made in the check list contained
on the last sheet of the request form. Should Japan be
designated, such a sheet must, if used, be included as one
of the sheets of the description at the time of filing;
otherwise the indications given in it will not be taken into
account by the Japanese Patent Office in the national
phase. If the sheet is furnished to the International Bu-
reau later, it must be enclosed with a letter.

Each national (or regional) Office whose national law
provides for deposits of biological material for the pur-
poses of patent procedure notifies the International Bu-
reau of the depositary institutions with which the nation-
al law permits such deposits to be made. Information on
the institutions notified by each of those Offices is pub-
lished by the International Bureau in the PCT Gazette.

A reference to a deposit cannot be disregarded by a
designated Office for reasons pertfaining to the institu-
tion with which the biological material was deposited if
the deposit referred to is one made with a depositary in-
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stitution notified by that Office. Thus, by consulting the
PCT Gazette or Annex L of the PCT Applicant’s Guide,
the applicant can be sure that he has deposited the bio-
logical material with an institution which will be accept-
ed by the designated Office.

International Searching Authorities and Internatlon-
al Preliminary Fxamining Authorities are not expected
to request access to deposited biological material. How-
ever, in order to retain the possibility of access to a de-
posited biological material referred to in an internation-
al application which is being searched or examined by
such an Authority, the PCT provides that the Authorities
may, if theéy fulfill certain conditions, ask for samples,
Thus, an Authority may only ask for samples if it has noti-
fied the International Bureau (in a general notification)
that it may require samples and the International Bu-
reau has published the notification in the PCT Gazette.
The only Authority which has made such a notification
(and thus the only Authority which may request samples)
is the Japanese Patent Office. If a sample is asked for,
the request is directed to the applicant, who then be-
comes responsible for making the necessary arrange-
ments for the sample to be provided.

The furnishing of samples of a deposit ef a b1ologncal
material to third persons is governed by the national
laws applicable in the designated Offices. PCT Rule
13b8,6(b), however, provides for the delaying of any fur-
nishing of samples under the naticnal law applicable in
each of the designated (or elected) Offices until the start
of the national phase, subject to the ending of this “de-
layingl effect” brought about by the occurrence of either
of the following two events: '

(A) the applicant has, after international publica-
tion of the international application, taken the steps
necessary to enter the national phase before the
designated Office,

(B) international publication of the international
application has been effected, and that publication has
the same effects, under the national law applicable in the
designated Office, as the compulsory national publica-
tion of an unexamined national application (in other
words, the international application has quahfled for the
grant of “provisional protection”). '
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1823.02 Nucleotide and/or Amino Acxd
Sequence Lkstmgs

Rule 5
The Description

Aok

PCT 5.2. Nucleotide andjor Amino Acid Sequence Disclosure
{a} Where the international application contains disclosure of

- one or more nuclectide and/or amino acid sequences, the description

shall contain a sequence listing complying with the standard prescnbed
by the Administrative Instructions and presented a$ a separate part of
the description in accordance with that standard.

- {b) Where the sequence listing part of the description cqntams
any free text as defined in the standard provided for in the Administra-
tive Instructions, that free text shall also appeat in the main part of the
dcscnption in the language thereof.

PCT Rule 13%
Nucleotide andfor Amino Acid Sequence Listings

13% 1, Sequence Listing for International Authorities
(a) Where the International Searching Authority finds that the
international application contains disclosure of one or more nucleotide
and/or amino acid sequences but: .
N (i) theinternational application doesnot containasequence
listing complying with the standard provided for in the Administrative
Instructions, that Authority may invite ihe applicant to fumnish to it,

. within a time Fimit fixed in the invitation, a sequence Itstmg compiymg

with that standard;

(i) theapplicant has notalready furnished asequence listing
in computer readable form complylng with the standard provided for in
the Administrative Instructions, that Authority may invite the applicant
to furnish to it, within a time limit fized in the invitation, a sequenoe
listing in such a form complying with that standard, :

(b} [Deleted]

(c} If the applicant does not comply with an invitation under
paragraph (a) within the time limit fixed in the invitation, the Intérna-
tional Searching Authority shall not be required fo search the interna-
tional application to the extent that such noncomgpliance has the result
that a meaningful search cannot be carried cut. .

(d) Where the International Searching Authority finds that the
description does not comply with Rule 5.2(b), it shall invite the applicant
to file the required correction. Rule 26.4 shall apply mutatis mutandis to
any correction offered by the applicant. The International Searching
Aathority shall transmit the correction to the receiving Office and to the
International Bureau.

_ {e) Paragraphs (a) and (c) shall apply mutatis mutandis to the
procedure before the International Preliminary Exammmg Authority,

) Aoy sequence listing not contained in the international
application as filed shall not, subject to Article 34, form part ‘of the
international application. :

13%12, Sequence Listing for Designated Office .

Once the processing of the international application has started
before a designated Office, Rule 1317 .1(a) shall apply mutatis miutandis
to the procedure before that Office. No designated Office shall require
the applicant to furnish to it a sequence listing other than a sequence
listing complying with the standard provided for in the Adm:mstranve
Instructions. :
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PC’ T Administrative Instructions Section 208
Sequence Listings

Any nucleotide andfor amino acid sequence listing (“sequence
listing™} filed as part of the international application, or furnished
together with the international application or subsequently (whether in
printed form or computer readable form), shall comply with Annex C.

REQUIREMENTS FOR SEQUENCE LISTINGS

Where an international application discloses one or
more nucleotide and/or amino acid sequences, the de-
scription must contain a sequence listing complying with
the standard specified in the Administrative Instruc-
tions. The standard is set forth in detail in Annex C -
Standard for the Presentation of Nucleotide and Amino
Acid Sequence Listings in International Patent Applica-
tions Under the PCT. The standard allows the applicant
to draw up a single sequence listing which is acceptable to
all receiving Offices, International Searching and Pre-
liminary Examining Authorities for the purposes of the
international phase, and to all designated and elected
Offices for the purposes of the national phase. The In-
ternational Searching Authority and the International
Preliminary Examining Authority may, in some cases, in-
vite the applicant to furnish a listing complying with that
standard. The applicant may also be invited to furnish a
listing in a computer readable form provided for in the
PCT Administrative Instructions. It is advisable for the
applicant to submit a listing of the sequence in computer
readable form, if such a listing is required by the compe-
tent International Searching Authority or International
Preliminary Examining Authority, together with the in-
ternational application rather than to wait for an invita-
tion by the International Searching Authority or Inter-
national Preliminary Examining Authority.

The computer readable form is not mandatory in in-
ternational applications to be searched by the United
States International Searching Authority or examined by
the United States International Preliminary Examining
Authority. However, if a computer readable form of a se-
quence listing is not provided, a search or examination
will be performed only to the extent possible in the ab-
sence of the computer readable form. The U.S. sequence
rules (37 CFR 1.821 — 1.825) and the PCT sequence re-
quirements are substantively consistent. In this regard,
full compliance with the requirements of the U.S. rules
. will ensure compliance with the applicable PCT require-
ments. The European Patent Office (EPO), since Janu-
ary 1, 1993, requires nucleotide and amino acid se-
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quences to be in computer readable form. Applicants
should be cognizant of this requirement and ensure com-
pliance with EPO requirements if the EPO is to be the
search or examination authority. See also MPEP § 1848,
For a detailed discussion of the U.S. sequence rules, se
MPEP § 2420 — § 2421.04. '

1824 The Claims

PCT Article 6
The Claims

The claim or claims shail define the matter for which protection is
sought. Claimsshalibeclear and concise. They shalibe fully supportedby
the description.

PCT Rule 6
The Claims

6.1. Number and Numbering of Claims
{a) The number of the claims shall be reasonable in consider-
ation of the nature of the invention claimed,
' (b) If there are several claims, they shall be numbered consecu-
tively in Arabic numerals.-
() The method of numbering in the case of the amendment of
claims shall be governed by the Administrative Instructions.

6.2. References to Other Parts of the International Application

(a) Clzims shall not, except where absolutely necessary, rely, in
respect of the technical features of the invention, on references to the
description or drawings. In particular, they shall not rely on such
references as: “as described in part .. of the description,” or “as
iilustrated in figure ... of the drawings.”

(b) Where the international application contains drawings, the
technical features mentioned in the claims shali preferably be followed
by the referencessignsrelating tosuch features. Whenused, the reference
signs shall preferably be placed between parentheses, I inclusion of
referencesignsdoesnotparticularly facilitate quickerunderstanding ofa
claim, it should not be made. Reference signs may be removed by a
designated Office for the purposes of publication by such Office.

6.3. Manner of Claiming

(a) The definition of the matter for which protection is sought
shall be in terms of the technical features of the invention,

{b) Whenever appropriate, claims shal contain:

(i) a statement indicating those technical features of the
invention which are necessary for the definition of the claimed subject
matter but which, in combination, are part of the prior ast,

(i) a characterizing portion — preceded by the words
“characterized in that,” “characterized by,” “wherein the improvement
comprises,” or any otherwords to the same effect — stating concisely the
technical features which, in combination with the features stated under
(i), it is desired to protect,

(c) Where the national law of the designated State does not
require the manner of claiming provided for in paragraph (b), failure to
use that manner of claiming shall have noeffectinthat State provided the
manner of claiming actually used satisfies the national law of that State.

6.4. Dependent Claims
(a) Any claim which includes all the features of one or more
other claims (claim in dependent form, hereinafter referred to as
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“dependent claim”) shall do so by a reference, if possible at the
beginning, to the other claim or claims and shall then state the additional
features claimed. Any dependent claim which refers to more than one
otherclaim (“muitiple dependent claim™) shallrefer tosuchclaims in the
alternative only. Mailtiple dependent claims shall not serve as a basis for
any other multiple dependent claim. Where the national law of the
national Office acting as International Searching Authority does not
allowmaltiple dependent claims tobe drafted in amanner different from
that provided

for in the preceding two sentences, failure to use that mammer of
claiming may result in an indication under Article 17(2)(b) in the
international search report, Failure to use the said manner of claiming
shall have no effect in a designated State if the manner of claiming
actually used satisfies the national law of that State.

(b) Any dependent claim shall be construed as including all the
fimitations contained in the claim to which it refers or, if the dependent
claim is 2 multiple dependent claim, all the limitations contained in'the
particular claim in relation to which it is considered.

{c) All dependent claims referring back to a single previous
claim, and alldependent claims referring back to several previousclaims,
shall be grouped together to the extent and in the most practical way
possible.

6.5. Utility Models

Anydesignated State inwhich the grant of a utility modelis sought on
the basis of an international application may, instead of Rules 6.1 to 6.4,
apply in respect of the matters regulated in those Rules the provisions of
its national law concerning utility models once the processing of the
intemational application has started in that State, provided that the
applicant shall be allowed at least two months from the expiration of the
time limit applicable under Article 22 to adapt his application to the
requirements of the said provisions of the national law.

PCT Administrative Instructions Section 205
Numbering and Identification of Claims Upon Amendment

{a) Amendments to the claims under Article 19 or Ar-
ticle 34(2)(b) may be made either by cancelling one or more entire
claims, by adding one or more new claims or by amending the text of one
or more of the claims as filed. All the claims appearing on a replacement
sheet shall be numbered in Arabicnumerals, Where a claim is cancelled,
no renumbering of the other claims shall be required. In alf cases where
claims are renumbered, they shall be renumbered consecutively.

{b) Theapplicantshall,inthe letter referred to in the second and
third sentencesof Rule 46.5(a) or in the second and fourth semtences of
Rule 66.8(a), indicate thedifferencesbetween theclaimsasfiledandthe
claims as amended. He shall, in particular, indicate in the said letter, in
connection with each claim appearing in the international application (it
being understood that identical indications concerning several claims
may be grouped), whether: '

(i) the claim is unchanged;

(i) the claim is cancelled;

(iii) the claim is new;

(iv) the claim replaces one or more claims as filed;

(v) the claim is the result of the division of a claim as filed,

37 CFR 1.436. The claims.

The requirements as to the content and format of claims are set forth
in PCT Art. 6and PCT Rules 6,9, 1Gand 11 and shail be adhered to. The
number of the claims shall be reasonable, considering the nature of the
invention claimed.
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The claim or claims must “define the matter for which
protection is sought.” Claims must be clear and concise.
They must be fully supported by the description. PCT
Rule 6 contains detailed requirements as to the number
and numbering of claims, the extent to which any claim
may refer to other parts of the international application,
the manner of claiming, and dependent claimns. Astothe
manner of claiming, the claims must, whenever ap-
propriate, be in two distinct parts; namely, the statement
of the prior art and the statement of the features for
which protection is sought (“the characterizing por-
tion”).

The physical requirements for the claims are the same
as those for the description. Note that the claims must
commence on a new sheet,

The procedure for rectification of obvious errors is ex-
plained in MPEP § 1836. The omission of an entire sheet
of the claims cannot be rectified without affecting the in-
ternational filing date. It is recommended that a request
for rectification of obvious errors in the claims be made
only if the error is liable to affect the international
search; otherwise, the rectification should be made by
amending the claims.

The claims can be amended during the international
phase under PCT Article 19 on receipt of the interna-
tional search report, during international preliminary
examination if the applicant has filed a Demand, and
during the national phase.

Multiple dependent claims are permitted in interna-
tional applications before the United States Patent and
Trademark Office as an International Searching and In-
ternational Preliminary Examining Authority or as a
PDesignated or Elected Office, if they are in the alterna-
tive only and do not serve as a basis for any other multiple
dependent claim (PCT Rule 6.4(a), 35 U.S.C. 112). The
claims, being an element of the application, should start
on a new page (PCT Rule 11.4). Page numbers and line
numbers must not be placed in the margins (PCT Rule
11.6(e)).

The number of claims shall be reasonable, considering
the nature of the invention claimed (37 CFR 1.436 ).

1825 The Drawings

PCT Article 7
The Drawings
(1) Subject to the provisions of paragraph (2)(ii), drawings shall
be required when they are necessary for the understanding of th
invention. :
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(2) Where, without being necessary for the understanding of the
invention, the nature of the invention admits of iflustration by drawings:
(i) the applicant may include such drawings in the interna-
tional application when filed.
(i} any designated Office may require that the applicant file
such drawings with it within the prescribed time limit.

PCT Rule 7
The Drawings

7.1. Flow Sheets and Diagrams
Flow sheets and diagrams are considered drawings.

7.2 Time Limit

The time limit referred toin Article 7(2)(ii) shaltbe reasonable under
the circumstances of the case and shall, in no case, be shorter than two
menths from the date of the written invitation requiring the filing of
drawings or additional drawings under the said provision.

PCTRule11
FPhysical Requirements of the International Applicgztion ‘

ok

11.5. Size of Sheets

The size of the sheets shall be A4 (28.7 em x 21 em). However, any
receiving Office may acceptinternational applications onsheets of other
sizes provided that the record copy, as transmitted to the International
Bureau, and, if the competent International Searching Authority so
desires, the search copy, shall be of Ad size.

11.6. Margins

Aok

(©) Onsheets containing drawings, the surface usable shall not
exceed 26.2cmx 17.0cm. The sheets shall not contain frames around the
usable or used surface. The minimum margins shall be as follows:

—top: 25 cm

— left side: 2.5 cm’
— right side: 1.5 cm
- bottom: 1.0 em

LR

11.11. Words in Drawings

(a) Thedrawingsshall not contain text matter, except asingle word
or words, when absolutely indispensable, such as “water,” “ steam,”
“open,” “closed,” “sectionon AB,” and, inthecase of electriccircuits and
block schematic or flow sheet diagrams, a few short catchwords
indispensable for understanding.

{b) Anywordsusedshallbe so placed that, if translated, they maybe
pasted over without interfering with any lines of the drawings.

&

11.13. Special Requirements for Drawings

{a) Drawings shall be executed in durable, black, sufficiently
dense and dark, uniformly thick and well—defined, lines and strokes
without colorings.

1800 - 27

{b) Cross—sectionsshall be indicated by oblique hatching which
should not impede the clear reading of the reference signs and leading
lines.

{c} The scale of the drawings and the distinciness of their
graphical executionshallbesuch thataphotographicreproductionwitha
linear reduction in size to two—thirds would enable all details to be
distinguished without difficulty.

(d) When, inexceptional cases, the scale is given on a drawing, it
shall be represented graphically.

{e} All numbers, letters and reference lines, appearing on the
drawings, shall be simple and clear. Brackets, circlesor inverted commas
shall not be used in association with numbers and letters,

(f) Alllines in the drawings shall, ordinarily, be drawn with the
aid of drafting instruments.

(g} Each element of each figure shall be in proper proportion to
each of the other elements in the figure, except where the use of a
different proportion is indispensable for the clarity of the figure.

(h) The height of the numbers and letters shall not be less than
.32 cm. For the lettering of drawings, the Latin and, where customary,
the Greek alphabets shall be used. ,

(i) The same sheet of drawings may contain several figures,
Where figures on two or more sheets form in effect a single complete
figure, the figures on the several sheets shall be so arranged that the
complete figure can be assembled without concealing any part of any of
the figures appearing on the various sheets.

() The different figures shall be arranged on a sheet or sheets
without wasting space, preferably in an upright position, clearly sepa-
rated fromone another, Where the figures are notarrangedinan upright
pusition, they shall be presented sideways with the top of the figures at
the left side of the sheet.

(k) The different fipures shall be numbered in Arabic numerals
consecutively and independently of the numbering of the sheets.

() Reference signs not mentioned in the description shall not
appear in the drawings, and vice versa,

(m) The same features, when denoted by reference signs, shall,
throughout the international application, be denoted by the same signs.

(n) Ifthedrawingscontainalarge numberofreference signs, itis
strongly recommended to attach a separate sheet listing all reference
signs and the features denoted by them,

L2 13

37 CFR 1.437. The drawings.

(a) Subject to paragraph (b) of this section, when drawings are
necessary for theunderstanding of the invention, or are mentioned inthe
description, they must be part of an international application as
originally filed in the United States Receiving Office in order to maintain
the international filing date during the national stage (PCT Art. 7).

{b) Drawings missing from the application upen filing will be
aceepted if such drawings are received within 30 days of the date of first
receipt of the incomplete papers, If the missing drawings are received
within the 30— day period, the international filing date shall be the date
on which such drawings are received. If such drawings are not timely
received, all referencesto drawings in the international application shall
be considered non—existent (PCT Ast. 14(2), Administrative Instruc-
tion 310}, |

(c) The physical requirements for drawings are set forth in PCT

Rule 11 and shall be zdhered to,

The international application must contain drawings
when they are necessary for the understanding of the
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invention. Moreover where, without drawings being ac-
tually necessary for the understanding of the invention,
its nature admits of illustration by drawings, the appli-
cant may include such drawings and any designated Of-
fice may require the applicant to file such drawings dur-
ing the national phase. Flow sheets and diagrams are
considered drawings. “Guidelines for Drawings Under
the K
Patent Cooperation Treaty,” published in the PCT
Gazette (No. 7/1978), may be obtained, in English and
French, from the International Bureau.

Drawings must be presented on one or more separate
sheets. They may not be included in the description, the
claims or the abstract. They may not contain text matter,
except a single word or words when absolutely indispens-
ablé. All lines in the drawings must, otdinarily, be drawn
with the aid of a drafting instrument and must be execut-
ed in black, uniformly thick and well—defined lines.
Rules 11.10 to 11.13 contain detailed requirements as
to further physical requirements of drawings. Drawings
newly executed according to national standards may not
be required during the national phase if the drawings
filed with the international application comply with
Rule 11. The examiner may require new drawings where
the drawings which were accepted during the interna-
tional phase did not comply with PCT Rule 11. A file ref-
erence may be indicated in the upper left corner on each
sheet of the drawings as for the description. :

All the figures constituting the drawings must be
grouped together on a sheet or sheets without waste of
space, preferably in an'upright position and clearly sepa-
rated from each other, Where the drawings or tables can-
not be presented satisfactorily in an upright position,
they may be placed sideways, with the tops of the draw-
ings or tables on the left—hand side of the sheet.

The usable surface of sheets (which must be of A4
size) must not exceed 26.2 ¢m x 17.0 cm. The sheets
must not contain frames around the usable surface. The
minimum margins which must be observed are: top and
left side: 2.5 om; right side: 1.5 cm; bottom: 1.0 cm.

All sheets of drawings must be numbered in the center
of either the top or the bottom of each sheet but not in
the margin in numbers larger than those used as refer-
ence signs in order to avoid confusion with the latter. For
drawings, a separate series of page numbers is to be used.
The number of each sheet of the drawings must consist of
two Arabic numerals separated by an oblique stroke, the
first being the sheet number and the second being the to-
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tal number of sheets of drawings. For example, “2/5”
would be used for the second sheet of drawings where
there are five in all. :

Different figures on the sheets of drawings must be
numbered in Arabic numerals consecutively and inde-
pendently of the numbering of the sheets and, if possible,
in the order in which they appear. This numbering
should be preceded by the expression “Fig.”

The PCT makes no provision for photographs. Never-
theless, they are allowed by the International Bureau
where it is impossible to present in a drawing what is to
be shown (for instance, crystalline structures). Where,
exceptionally, photographs are submitted, they must be
on sheets of A4 size, they must be black and white, and
they must respect the minimum margins and admit of di-
rect reproduction. Color photographs are not accepted.

The procedure for rectification of obvious errots in
the drawings is explained in MPEP § 1836. The omission
of an entire sheet of drawings cannot be rectified without
affecting the international filing date. Changes other
than the rectification of obvious errors are considered
amendments.

The drawings can be amended during the internation-
al phase only if the applicant files 2 Demand for interna-
tional preliminary examination. The drawings can also
be amended during the national phase. '

If drawings are referred to in an international applica-
tion and are not found in the search copy file, the ex-
aminer should refer the case to the Group Special Pro-
gram Examiner. See PCT Administrative Instructions
Section 314,

1826 The Abstracf

PCT Rule 8
The Abstract

8.1. Contents and Form of the Abstract

(2) The abstract shall consist of the following:

() asummary of the disclosure as contained in the descrip-
tion, the claims, and any drawings; the summary shall indicate the
technical field to which the invention pertains and shall be drafted in a
way which allows the clear understanding of the technical problem, the
gist of the solution of that problem through the invention, and the
principal use or uses of the invention;

(i) whereapplicable, the cheical formula which, among alt
the formulae contained in the international application, best character-
izes the invention. .

(b) The abstract shall be as concise as the disclosure permits
{preferably 50 to 150 words if it is in English or when translated into
English). .

(c) The abstract shall not contain statements on the alleged
merits or value of the claimed invention or onitsspecutative application.
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(d) - Each main technical feature mentioned in the abstract and
illustrated by a drawing in the international application shall be followed
by a reference sign, placed between parentheses.

8.2. Figure
{a) If the applicant fails to make the indication referred to in
Rule 3.3(a){iii}, or if the International Searching Authority finds that a
figure or figures other than that figure or those figures suggested by the
-applicant would, among all the figures of all the drawings, better
characterize the invention, it shall, subject to paragraph (b}, indicate the
figure or figures which should accompany the abstract when the latter is
published by the International Bureau. Insuch case, the abstract shall be
accompanied by the figure or figures so indicated by the International
Searching Authority. Otherwise, the abstract shall, subject to paragraph
(b}, be accompanied by the figure or figures suggested by the applicant.
(b} 1If the International Searching Authority finds that none of
the fignres of the drawings is useful for the understanding of the abstract,
it shail notify the International Bureau accordingly. In such case, the
abstract, when published by the International Bureau, shall not be
accompanied by any figure of the drawings even where the applicant has
made a suggestion under Rule 3.3¢a)(iii).

8.3, Guiding Principles in Drafting

" The abstract shall-be so drafted that it can efficicntly serve as a
scanning tool for purposes of searching in the particular art, especiallyby
assisting the scientist, engineer or researcher in formulating an opinion
on whether there is a need for consulting the international application
itself,

37 CFR 1.438. The abstract,
_ (a) Requirements asto the content and form of the abstract are
set forth in PCT Rule 8, and shall be adhered to.

(b) Lackofanabstractupon filingofan international application
will not affect the granting of a filing date. However, failure to furnish an
abstract within one month from the date of the notification by the
Receiving Office will result in the inmternational application being
declared withdrawn.

The abstract must consist of a summary of the disclo-
sure as contained in the description, the claims and any
drawings. Where applicable, it must also contain the
most characteristic chemical formula. The abstract must
be as concise as the disclosure permits (preferably 50
to 150 words if it is in English or when translated into
English). National practice (see MPEP § 608.01(b)) pro-
vides a range of 50 — 250 words for the abstract. The PCT
range of 50 — 150 is not absolute but publication prob-
lems could result when the PCT limit is increased beyond
the 150 word limit. Maintaining the PCT upper limit is
encouraged. As a rule of thumb, it can be said that the
volume of the text of the abstract, including one of the
figures from the drawings (if any), should not exceed
what can be accommodated on an A4 sheet of typewrit-
ten matter, 1 1/2 spaced. The abstract must begin on a
new sheet following the claims (PCT Administrative In-
structions Section 207). The other physical requirements
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must correspond to those for the description. The ab-
stract must be so drafted that it can efficiently serve as a
scanning tool for the purposes of searching in the partic-
ular art, These and other requirements concerning the
abstract are spelled out in detail in PCT Rule 8. Useful
guidance can be obtained from the “Guidelines for the
Preparation of Abstracts Under the Patent Cooperation
Treaty,” published in the PCT Gazette (No. 5/1978).
Those Guidelines may be obtained, in English and
French, from the International Bureau.

The abstract should be primarily related to what is
new in the art to which the invention pertains. Phrases
should not be used which are implicit, (for instance, “the
invention relates to ...”), and siatements on the alleged
merits or value of the invention are not allowed.

Where the receiving Office finds that the abstract is
missing, it invites the applicant to furnish it within a time
limit fixed in the invitation. The international applica-
tion is considered withdrawn if no abstract is furnished to
the receiving Office within the time limit fixed. Where
the receiving Office has not invited the applicant to fur-
nish an abstract, the International Searching Authority
establishes one. The same applies where the absiract
does not comply with the requirements cutlined in the
preceding paragraphs. Where the abstract is established
by the International Searching Authority, the applicant
may submit comments on it within 1 month from the date
of mailing of the international search report, (PCT Rule
38.2(b)).

SUMMARY OF ABSTRACT REQUIREMENTS
Preferably 50150 words. Should contain:

(A) Indication of field of invention,

(B) Clear indication of the technical problem.

(C) Gist of invention’s solutjon of the problem.

(D) Principal use or uses of the invention.

(E) Reference numbers of the main technical
features placed between parentheses.

(F) Where applicable, chemical formula which
best characterizes the invention.

Should not contain:

(A) Superfluous language.
(B) Legal phraseology such as “said” and
“means.” :
(C) Statements of alleged merit or speculative
application.
(DD} Prohibited items as defined in PCT Rule 9.
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1827 Fees

A complete list of Patent Cooperation Treaty fee
amounts which are to be paid to the United States Patent
and Trademark Office, for both the rational and interna-
tional stages, can be found at the beginning of each
weekly issue of the Official Gazette of the United States
Patent and Trademark Office. Applicants are urged to
refer to this list before submitting any fees to the PTO.

Pursuant to PCT Rules 14.1(c), 15.4(a), and 16.1(%),
the basic, transmittal, and search fee payable is the basic,
transmittal, and search fee in effect on the filing date of

the international application. See Interim rule 37 CFR -

1.431(c).
1828 Priority Claim and Document

An applicant who claims the priority of one or more
earlier national or international applications for the
same invention must indicate on the Request, at the time
of filing, the country in or for which it was filed, the date
of filing, and the application number. See PCT Axticle 8
and PCT Rule 4.10 for priority claim particulars and PCT
Rule 90 ¥is.3 for withdrawal of priority claims.

Effective July 1, 1998, applicant may correct or add a
priority claim by a notice submitted to the Receiving Of-
fice or the International Bureau within 16 months from
the priority date, or where the priority date is changed,
within 16 months from the priority date so changed,

whichever period expires first. All priority claim addi-

tions or changes must, however, be submitted no later
than 4 months from the international filing date. PCT
Rule 265.1 and Interim rules 37 CFR 1.451 and 1465,

Under the PCT procedure, the applicant may file the
certified copy of the earlier filed national application to-
gether with the international application in the receiving
Office for transmittal with the record copy, or alterna-
tively the certified copy may be submitted by the appli-
cant to the International Bureau or the receiving Office
not later than 16 months from the priority date or, if the
applicant has requested early processing in any desig-
nated Office, not later than the time such processing or
examination is requested. The International Bureau will
normally furnish copies of the certified copy to the vari-
ous designated Offices so that the applicant will not nor-
mally be required to submit certified copies to each des-
ignated Office.

July 1998
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For use of the priority document in national stage
applications filed under 35 USC. 371, see MPEP
§1893.03(c).

1830 International Application
Transmittal Letter

A PCT international application transmittal let-
ter, Form PTO~ 1382, is available free of charge for
applicants to use when filing PCT international ap-
plications with the United States Receiving Office.
The form is intended to simplify the filing of PCT in-
ternational applications by providing a one—page
letter which covers the most common requests and
concerns of applicants. Specifically covered are:

(A) Requests under 37 CFR 1.451 for preparation
and transmittal to the International Bureau of certified
copies of the U.S. national applications, the priority of
which is claimed in international application;

(B) Choice of Searching Authority to conduct the
international search. Applicants may choose either the
U.S. Patent and Trademark Office or the European
Patent Office as the International Searching Authority.

(C) Authorizations for any required additional
search fees requested by the United States International
Searching Authority to be charged to a Deposit Account
subject to oral confirmation of the authorization. It
should be noted that if the European Patent Office is
chosen as the Searching Authority, any supplemental
search fees requested by that Office are payable directly
to the European Patent Office.

(D) Indications of information concerning differ-
ences in disclosure, if any, between the international
application and related applications to assist in deter-
mining any foreign transmittal licensing requirements as
well as for other purposes; and

(B) Regquests for foreign transmittal license.

1832 License Request for Foreign Filing
Under the PCT

Alicense for foreign filing i3 not required to file an in-
ternational application in the United States Receiving
Office but may be required before the applicant or
the U.S. Receiving Office can forward a copy of the
international application to a foreign patent office, the
International Bureau or other foreign authority (35
1.5.C. 368,37 CFR 5.1 and 5.11). A foreign filing license
to permit transmittal to a foreign office or international
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authority is not required if the international application
does not disclose subject matter in addition to that dis-
closed in a prior U.S. national application filed more
than 6 months prior to the filing of the international ap-
plication (37 CFR 5.11(2)). In all other instances (direct
foreign filings outside the PCT or filings in a foreign re-
ceiving Office), the applicant should petition for a li-
cense for foreign filing (37 CFR 5.12) and if appropriate,
identify any additional subject matter in the internation-
al application which was not in the earlier U.S. national
application (37 CFR 5.14 (c)). This request and disclo-
sure information may be supplied on the PCT interna-
tional application transmittal letter, Form PTO~1382.
If no petition or request for a foreign filing license is
included in the international application, and it is clear
that a license is required because of the designation of
- foreign countries and the time at which the Record Copy
must be transmitted, it is current Office practice to
construe the filing of such an international application to
include a request for a foreign filing license. If the license
can be granted, it will be issued without further corre-
spondence. If no license can be issued, or further infor-
mation is required, applicant will be contacted. The au-
tomatic request for a foreign filing license does not apply
to the filing of a foreign application outside the PCT.

EFFECT OF SECRECY ORDER

If a secrecy order is applied to an international
application, the application will not be forwarded to the
International Bureau as long as the secrecy order re-
mains in effect (PCT Asticle 27(8) and 35 U.S.C. 368). If
the secrecy order remains in effect, the international ap-
plication will be declared withdrawn (abandoned) be-
cause the Record Copy of the international application
was not received in time by the International Bureau
(37 CFR 5.3(d), PCT Axticle 12(3), and PCT Rule 22.3).
It is, however, possible to prevent abandonment as to the
United States of America if it has been designated, by
tulfilling the requirements of 35 U.S.C. 371(c).
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1834 Correspondence

PCT Rule 92
Correspondence

92.1. Need for Letter and for Signature

(a) Any paper submitted by the applicant in the course of the
international procesure provided for in the Treaty and these Regula-
tions, other than the international application itself, shall, if not itself in
the form of a letter, be accompanied by a letter identifying the
international application towhich it relates. The letter shallbesignedby
the applicant.

(b) T the requirements provided for in paragraph (a) are not
compliedwith, theapplicantshallbe informedasto the non~compliance
and invited to remedy the omission within a time limit fixed in the
invitation. The time lmit so fixed shall be reasonable in the circum-
stances; even where the time limit so fixed expires later than the time
limit applying to the furnishing of the paper {or even if the latter time
fimit has already expired), it shall not be less than 10 days and not more
than one month from the mailing of the invitation. Xf the omission is
remedied within the time limit fixed in the invitation, the omission shall
be disregarded; otherwise, the applicant shallbe informed that the paper
has been disregarded. '

{c) 'Where non~compliance with the requirements provided for in
paragraph (a) has been overlooked and the paper taken into account in
the international procedure, the non—compliance shall be disregarded.

92.2. Languages

(@) Subject to Rules 55.1 and 66.9 and to paragraph (b) of this
Rule, any letter or document submitted by the applicant to the
International Searching Authority or the International Preliminary
Examining Authority shall be in the same language as the international
application to which it relates. However, where a translation of the
international application has been transmitted under Rute 23.1(b) or
furnished under Rule 55.2, the language of such translation shallbe used.

(b) Anyletter from the applicant to the Internationat Searching
Authority or the International Preliminary Examining Authority maybe
in a language other than that of the international application, provided
the said Authority authorizes the use of such language.

{c) [Deleted]

(d) Any letter from the applicant to the International Bureau
shail be in English or French. '

(e} Any letter or notification from the International Buyeau to
the applicant or to any national Office shall be in English or French.

ok kR

PCT Administrative Instructions Section 105
Identification of International Application With
Tvo or More Applicants

Where any international application indicates two or morc appli-
cants, it shall be sufficient, for the purpose of identifying thatapplication,
to indicate, in any Form or correspondence relating to such application,
the name of the applicant first named in the request. The provisions of
the first sentence of this Section do not apply tothedemand or toa notice
effecting later elections.
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NOTIFICATION UNDER PCT RULE 921() OF
DEFECTS WITH REGARD TO CORRESPONDENCE

If the Office finds that papers, other than the interna-
tional application itself, are not accompanied by a letter
identifying the international application to which they
relate, or are accompanied by an unsigned letter, or are
furnished in the form of an unsigned letter, it notifies the
applicant and invites him or her to remedy the omission.
The Office disregards the said papers or letter if the
omission is not remedied within the time limit fixed in
the invitation (PCT Rule 92.1(b)). If the omission has
been overlooked and the paper taken into account, the
omission is disregarded.

CORRESPONDENCE ADDRESS

Where there is a sole applicant without an agent in an
international application, correspondence will be sent to
the applicant at his or her indicated address; or, if he or
she has appointed one or more agents, to that agent or
the first—mentioned of those agents; or, if he or she has
not appointed an agent but has indicated a special ad-
dress for notifications, at that special address.

Where there are two or more applicants who have ap-
pointed one or more common agenis, cotrespondence
will be addressed to that agent or the first—mentioned of
those agents. Where no common agent has been ap-
pointed, correspondence will be addressed to the com-
mon representative (either the appointed common rep-
resentative or the applicant who is considered to be the
common representative (PCT Rule 90.2) at the indi-
cated address; or, if the common representative has
appointed one or more agents, to that agent or the first—
mentioned of those agents; or, if the common represen-
tative has not appointed an agent but has indicated a
special address for notifications, at that address.

FILING OF CORRESPONDENCE BY MATL

The “Express Mail” procedure set forth at 37 CFR
1.10 applies to “[a]ny correspondence received by the
Patent and Trademark Office.” Accordingly, papers filed
with the PTO in international applications will be ac-
corded by the Patent and Trademark Office the date of
deposit with the United States Postal Service as shown
on the “date—in” on the “Express Mail” mailing label as
the date of filing in the PTO if the provisions of
37 CFR 1.10 are complied with. See MPEP § 513.
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In event there is a question regarding the date of de-
posit, the Express Mail provisions of 37 CFR
1.10(c)—(e) require, in addition to using the “Express
Mail Post Office to Addressee” service, an indication of
the “Express Mail” mailing label number on each paper
or fee. In situations wherein the correspondence. in-
cludes several papers directed to the same application
(for example, Request, description, claims, abstract,
drawings, and other papers) the correspondence may be
submitted with a cover or transmittal letter, which should
itemize that papers. The cover or transmlttal letter must
have the “Express Mail” mailing 1abei number thereon.

The certificate of mailing by first class mail procedure
set forth at 37 CFR 1.8 differs from the 37 CFR 1.10
Express Mail procedure. See 37 CFR 1.8(a)(2)(i}(D)
and (E). It is important to understand that the 37 CFR
1.8 certificate of mailing procedure CANNOT be used
for filing any papers during the international stage if the
date of deposit is desired. If the 37 CFR 1.8 certificate of
mailing procedure is used, the paper and/or fee will be
accorded the date of receipt in the USPTO unless the re-
ceipt date falls on a Saturday, Sunday, or Federal hohday
in which case the date of receipt will be the next succeed-

ing day which is not a Saturday, Sunday, or Federal holi-

day (37 CFR 1. 6(a)(3)) Accordingly, the certificate of
mailing procedures of 37 CFR 1.8 are not available to
have a submission during the international stage consid-
ered as timely filed if the submission is not physically re-
ceived at the PTO on or before the due date,

1834.01 Use of Telegraph, Teieprintef,
Facsimile Machine

PCT Rule 92.4 provides that a national Office may
receive documents by telegraph, teleprinter, or facsimile
machine. However, the United States Patent and
Trademark Office has not informed the International
Bureau that it accepts such submissions other than fac-
simile transmissions. Accordingly, applicants may not
currently file papers in international applications with
the United States Patent and Trademark Office via tele-
graph or teleprinter.

Generally, any paper may be filed by facsimile trans-
mission with certain exceptions which are identified in
37 CFR 1.6(d). It should be noted that a facsimile trans-
mission of a document is not permitted and, if submitted,
will not be accorded a date of receipt if the document is:
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(A) Required by statute to be certified;

(B) A drawing submitted under 37 CFR 1.437;

(C) An international application for patent; or

(D) A copy of the international application and
the basic national fee necessary to enter the national

stage, as specified in 37 CFR 1.494(b) or 37 CFR

1.495(b).

Facsimile transmission may be used to submit substi-
tute sheets {other than drawings), extensions of time,
power of attorney, fee authorizations (other than the ba-
sic national fee), confirmation of precautionary designa-
tions, Demands, response to written opinions, oaths or

declarations, petitions, and translations in international

applications.

A Certificate of Transmission may be used as provided
in 37 CFR 1.8(a)(1) except in the instances specifically
excluded in 37 CFR 1.8(a)(2). Note particularly that the
Certificate of Transmission cannot be used for the filing
of an international application for patent or correspon-
dence in an international application before the U.S. Re-
ceiving Office, the 1.5, International Searching Author-
iy, or the U.S. International Preliminary Examining
Authority. Guidelines for facsimile transmission are
clearly set forth in 37 CFR 1.6(d) and should be read be-
fore transmitting by facsimile machine.

A signature on a document received via.facsimile ini a
permitted situation is acceptable as a proper signature.
See PCT Rule 92.4(b) and 37 CFR 1.4(d)(1)(ii).

The receipt date of a document transmitted via fac-
simile is the date in the USPTO on which the transmis-
sion is completed, unless the receipt date is a Saturday,
Sunday, or Federal holiday in which case the date of re-
ceipt will be the next succeeding day which is not a Satur-
day, Sunday, or Federal holiday (37 CFR 1.6(a)(3)). See
37 CFR 1.6(d). Where a document is illegible or part of
the document is not received, the document will be
treated as not received to the extent that it is illegible or
the transmission failed. See PCT Rule 92.4(c).

1834.02 Irreguiarities in the Mail Service

PCT Rule 82
Irregularities in the Mail Service

82.1. Delay or Loss in Mail

(a) Anyinterested party may offer evidence that he has mailed
the decument or letter five days prior to the expiration of the time fimit.
Except in cases where surface mail normally arrives at its destination
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within two days of mailing, or where no airmail service is available, such
evidence may be offered only if the mailing was by airmail, In any case,
evidence maybe offered only if the mailing was by mail registered by the
postal authorities.

(b) If the mailing, in accordance with paragraph (a), of a
document or [etter is proven to the satisfaction of the national Office or
intergovernmental organization which is the addressee, delay in arrival
shall be excused, or, if the document or letter is lost in the mail,
substitution for it of a new copy shall be permitied, provided that the
interested party proves to the satisfaction of the said Office or
organization that the docuement or letter offered in substitution is
identical with the document ox letter lost.

“{¢) In the cases provided for in paragraph (b), evidence of
mailing within the prescribed time limit, and, where the document or
letter was lost, the substitute document or letfer as well as the evidence
concerningits identity with the document orletter lost shall be submitted
within one month after the date onwhich the interested party noticed or
with due diligence should have noticed the delay or the loss, and inno
caselater than sixmonths after the expiration of the time Hmit applicable
in the given case.

(d) Any national Office or intergovernmental organization
which has notified the International Bureau that it will doso shall, where
a delivery service other than the postal authorities is used to mail a
document or letter, apply the provisions of paragraphs (a) to (¢) asif the
delivery service was a postal authority. Insuch a case, the last sentence of
paragraph (a) shall not apply but evidence may be offered only if details
of the mailing were recorded by the delivery service at the time of
mailing. The notification may contain an indication that it applies only to
mailings - vsing specified delivery services or delivery services which
satisfy specified criteria. The International Bureau shall publish the
information so notified in the Gazetie.

{e) Anynational Office or intergovernmental organization may
proceed under paragraph (d):

(i) even if, where applicable, the delivery service used was
not one of those specified, or did not satisfy the criteria specified, in the
relevant notification under paragraph (d), or

(i} even if that Office or organization has not sent to the
International Bureau a notification under paragraph (d).

82.2. Interruption in the Mail Service

{a) Anyinterested party may offer evidence thaton any of the 10
days preceding the day of expiration of the time limit the postal service
was inferrupted on account of war, revolution, civil disorder, strike,
natural calamity, or other like reason, in the locality where the interested
party resides or has his place of business or is staying.

{t) If such circumstances are proven to the satisfaction of
the national Office or intergovernmental organization which is the
addressee, delay in arrival shall be excused, provided that the interested
party proves to the satisfaction of the said Office or organization that he
effected the mailing within five days after the mail service was resumed.
The provisions of Rule 82.1(c) shall apply mutatis mutandis.

DELAY OR LOSS IN MAIL

Delay or loss in the mail shall be excused when it is
proven to the satisfaction of the receiving Office that the
concerned letter or document was mailed at least five
days before the expiration of the time limit. The mailing
must have been by registered air mail or, where surface
mail would normally arrive at the destination concerned
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within two days of mailing, by registered surface mail
(PCT Rule 82.1(a) to (c)). PCT Rule 82 contains de-
tailed provisions governing the situation where a letter
arrives late or gets lost due to irregularities in the mail
service, for example, because the mail service was inter-
rupted due to a strike. The provisions operate to excuse
failure to meet a time limit for filing a document forup to
six months after the expiration of the time limit con-
cerned, provided that the document was mailed at least
five days before the expiration of the time limit. In order
to take advantage of these provisions, the mailing must
have been by registered airmail or, where surface mail
would normally arrive at the destination concerned with-
in two days of mailing, by registered surface mail. Evi-
dence is required to satisfy the Office, and a substitute
document must be filed promptly—see PCT
Rule 82.1(b) and (c) for details.

INTERRUPTION IN MAIL SERVICE

The provisions of PCT Rule 82.1(c) apply rautatis mu-
tandis for interruptions in the mail service caused by war,
revolution, civil disorder, strike, natural calamity or oth-
er like reasons (PCT Rule 82.2).

Special provisions also apply to mail interruptions

caused by war, revolution, civil disorder, strike, natural

calamity or other like reasons—see PCT Rule 82.2 for
detais.

See PCT Rule 80.5 for guidance on periods which ex-
pire on a non—working day.

1836 Rectification of Obvious Errors

PCT Rule 91
Obvious Errors in Documents

91.1. Rectification

(a) Subiect to paragraphs (b) to {g@Uatet}, obvious errors in the
international application or other paperssubmitted by the applicant may
be rectified.

(b) Errors which are due to the fact that something other than
what was obviously intended was written in the international application
orother paper shall be regarded as obvious errors. The rectification itself
shall be obvious in the sense that anyone would immediately realize that
nothing else could have been intended than what is offered as rectifica-
tion.

(c) Omissions of entire elements or sheets of the international
application, even if clearly resulting from inattention, at the stage, for
example, of copying or assembling sheets, shall not be rectifiable.

(d} Rectification may be made on the request of the applicant,
The authority having discovered what appears to be an obvious error
may invite the applicant to present a request for rectificationas provided
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in paragraphs (e) to {ga%r), Rule 26.4 shalt apply mutatis mutandis to
the manner in which rectifications shall be requested. '
(e) No rectification shall be made except with the express
authorization: o
(i) of the receiving Office if the error is in the request,
(i) ofthe International Searching Authority if the error isin

any part of the international application other than the requést or inany

paper submitted to that Authority, :

(ifi) of the International Preliminary Examining Authority if
the error is in any part of the international application other than the
request or in any paper submitted to that Authority, and

(iv) of the International Bureau if the error is in any paper,
other than the international application or amendments or corréctions
to that application, submitted to the International Bureau.

{f) Any authority which authorizes or refuses any rectification
shall promptly notify the applicant of the authorization or refusal and, in
the case of refusal, of the reasoms therefor, The authority which
authorizes arectification shall promptly notify the International Burean
accordingly, Where the authorization of the rectification was refused,
the Internationat Bureaushall, upon request made by the applicant prior
to the time relevant under paragraph (g01), (g%%7) or (g9%#%¢7) and subject
to the payment of a special fee whose amount shall be fixed in the
Administrative Instructions, publish the request for rectification togeth-
er with the international application. A copy of the request for
rectification shall be included in the communication under Article 20
where a copy of the pamphlet is not used for that communication or
where the international application is not published by virtue of Article
64(3). ]

(g) The authorization for rectification referred toin paragraph
(e) shali, subject to paragraphs (g"i%), (g!¢*) and (gduater), be effective:

(i) whete it is given by the receiving Oftice or by the
International Searching Authority, if its notification to the International
Bureau reaches that Bureau before the expiration of 17 months from the
priority date;

(i) where it is given by the International Preliminary Ex-
amining Authority, if it is given before the establishment of the
international preliminary examination report;

(i} where itis given by the International Bureau, if it is given
before the expiration of 17 months from the priority date.

(") If the notification made under paragraph (g)(i) reaches the
International Bureau, or if the rectification made under paragraph
(g)(iif) is authorized by the International Bureau, after the expiration.of
17 months from the priority date but before the technical preparations
for international publication have been completed, the authorization
shall be effective and the rectification shall be incorporated in the said
pubtication.

{g'*") Where the applicant has asked the International Bureau to
publish his international application before the expiration of 18 months
from the priority date, any notification made under paragraph (g)(i}
must reach, and any rectification made under paragraph {g)(ii{) must be
authorized by, the International Bureau, in order forthe authorization to
be effective, not later than at the time of the completion of the technical
preparations for international publication,

(gavatery Where the international application is not published by
virtue of Article 64(3), any notification made under paragraph (g)(i}
must reach, and any rectification made under paragraph (g)(iii) must be

authorizedby, the International Bureau, in order forthe authorization to-

be effective, not later than at the time of the communication of the
international application under Article 20.
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Obvious errors in the international application or oth-
er papers submitted by the applicant may generally be
rectified uinder PCT Rule 91, if the rectification is autho-
rized, as required, within the applicable time limit. Any
such rectification is free of charge. The omission of en-
tire sheets of the description cannot be rectified, even if
resulting from inattention at the stage of copying or as-
sembling sheets.

Applicants often attempt to rely upon the priority ap-
plication to establish a basis for obvious error, The prior-
ity document (application) cannot be used to support ob-
vious error corrections. The rectification is obvious only
in the sense that anyone would immediately realize that
nothing else could have been intended than what is of-
fered as rectification. For example, a misspelled word
could be considered an obvious error subject to rectifica-
tion. A missing chemical formula or missing line of text
would not be considered obvious error subject to
rectification.

Rectifications must be authorized:

(A) If the error is in the request by the Receiving

Office;
© {B) H the error is in the description, the claims,

the drawings or the abstract by the International
Searching Authority, or by the International Preliminary
Examining Authority where the international applica-
tion is pending before the latter Authority;

(C) If the error is in any paper other than the
international application or amendments or corrections
to it by the International Bureau.

The request for rectification must be addressed to the
authority competent to authorize the rectification. It
must be filed in time for the rectification to be autho-
rized and for notification of the authorization to reach
the International Bureau before the expiration of the
applicable time limit, namely:

(A) Where the authorization is given by the
Receiving Office or the International Searching Author-
ity its notification must reach the International Bureau
before the expiration of 17 months from the priority date
(or later, before the technical preparations for interna-
tional publication have been completed);

(B) Where the authorization is given by the Inter-
national Preliminary Examining Authority it must be
given before the establishment of the international
preliminary examination report;

1800 — 35

(C) Where the authorization is given by the Inter-
national Bureau it must be given before the expiration of
17 months from the priority date (or later, before the
technical preparations for international publication
have been completed).

The patent examiner, in his or her capacity as an offi-
cer of either the International Searching Authority or In-
ternational Preliminary Examining Authority, informs
the applicant of the authorization or refusal to authorize
the rectification of obvious errors, The International
Searching Authority informs the applicant of the deci-
sion by use of Form PCT/ISA/217, while the Internation-
al Preliminary Examining Authority informs the appli-
cant of the decision by use of Form PCT/IPEA/412.

Where the examiner discovers what nxight be consid-
ered an obvious error, an invitation fo request rectifica-
tion (Form PCT/ISA/216 or PCT/IPEA/411) should be
mailed to applicant.

1840 The International Searching
Authority

35U.8.C. 362. InternationalSearching Authorityand Interna-
tional Preliminary Examining Authority,

{a) The Patent and Trademark Office may act as an Interna-
tionalSearching Authorityand International PreliminaryExamining
Authority with respect to international applications in accordance
with the terms and conditions of an agreement which may be
concluded with the International Bureau, and may discharge all
duties required of such Authorities, including the collection of
handling fees and their transmittal to the International Bureau.

{b) The handling fee, preliminary examination fee, and any
additional fees due for international preliminary examination shall
be paid within such time as may be fixed by the Commissioner.

37 CFR 1.413. The United States International Searching
Authority.

(a) Pursuant to appointment by the Assembly, the United
States Patent and Trademark Office will act as an International
Searching Authority for international applications filed in the
United States Receiving Office and in other Receiving Offices asmay
beagreed upon by the Commissioner, in accordance with agreement
between the Patent and Trademark Office and the Internationat
Bureau (PCT Art. 16(3)(b)).

{b) The Patent and Trademark Office, when acting as an
International Searching Authority, will be identified by the full title
“UnitedStates International Searching Authority” orby the abbrevi-
ation “ISA/US.”

{c) The major functions of the International Searching
Authority include:

(1) Approving or establishing the title and abstract;

(2} Considering the matter of unity of invention;

(3} Conducting international and international—type
searchesand preparinginternationaland international —type search
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reports (PCT Art. 15,17 and 18, and PCT Rules 25, 33 to 45 and 47);
and

(4) Transmitting the international search report to the
applicant and the International Bureau.

The United States Patent and Trademark Office
agreed to and was appointed by the PCT Assembly, to act
as an International Searching Authority. As such an au-
thority, 2 primary function is to establish documentary
search reports on prior art with respect to inventions
which are the subject of applications. See PCT Axticle
16.

Pursuant to an agreement concluded with the Interna-
tional Bureau, the USPTO, as an International Search-
ing Authority, agreed to conduct international searches
and prepare international search reports, for, in addi-
tion to the United States of America, Mexico, Trinidad

and Tobago, Brazil, Barbados, Israel, and New Zealand.

The agreement stipulated the English langoage and spe-
cified that the subject matter to be searched is that which
is searched or examined in United States national
applications.

TRANSMITTAL OF THE SEARCH COPY TO THE
INTERNATIONAL SEARCHING AUTHORITY

The “search copy” is iransmitted by the Receiving Of-
fice to the International Searching Authority (PCT

Article 12(1}), the details of the transmittal are provided

in PCT Rule 23.

THE MAIN PROCEDURAL STEPS IN THE IN-
TERNATIONAL SEARCHING AUTHORITY

The main procedural steps that any international
application goes through in the International Search-
ing Authority are (1) the making of the international
search (PCT Article 15), and (2) the preparing of the
interpational search report (PCT Article 18 and PCT
Rule 43).
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COMPETENT INTERNATIONAL SEARCHING AU-
THORITY

In respect of international applications filed with the
U.S. Receiving Office, the United States International
Searching Authority, which is the Examining Corps of
the United States Patent and Trademark Office, and the
European Patent Office are competent to carry out the
international search (PCT Article 16, PCT Rules 35 and
36, 35 U.S.C. 362 and 37 CFR 1.413).

The United States Patent and Frademark Office has
informed the International Bureau that in addition to
the United States Patent and Trademark Office, the Eu-
ropean Patent Office is competent as an International
Searching Authority for searching all kinds of interna-
tional applications filed in the United States Receiving
Office on and after October 1, 1982. (PCT Acrticle 16(2)
and PCT Ruale 35.2¢a)(i).

MATTERS TO BE CONSIDERED WHEN CHOOSING
AN INTERNATIONAL SEARCHING AUTHORITY

Choosing The European Patent Office (EPO) as an
International Searching Authority could be advanta-
geous to United States applicants who designate coun-
tries for Buropean Regional patent protection in PCT
International applications for the following reasons:

(A) Claims may be amended according to EPO
search resulis before entering the European Office as a
designated Office.

(B) The EPO search fee need not be paid upon
entering the Buropean Office as a designated Office.

(C) The EPO search results may be available for
use in a ULS. priority application.

(D) The EPO international search may be ob-
tained without the need for a European professional
representative.

(E) The European Patent Office search could
provide the U.5. applicant with the benefit of a
EBuropean art search (which may be different from
applicant’s own or the USPT(’s search) before it is
necessary to enter the European Patent Office or other
designated Offices.

Some of the disadvantages that may occur due to the
European Patent Office making the international search
are the following:

(A) Additional mailing time to and from the EPO
Searching Authority may shorten the time for applicants
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to respond to various invitations from the EPO such as
for comments on abstracts and payments of additional
search fees as well as for PCT Article 19 amendments to
the claims after issuance of the International Search
Report. C

procedural problems between the applicant and the
EPO than with the USPTO due to physical distance and

time differences.
. v

The PCT Applicant’s Guide provides helpful infor-
mation for communications with the European Patent
Office.

1840.01 The European Patent Office as an
International Searching Authority

Since October 1, 1982, the European Patent Office
(EPO) has been available as a Searching Authority for
PCT applications filed in the United States Receiving
Office. The choice of Searching’ Authority, either the
EPO or the United States Patent and Trademark Office,
must be made by the applicant on filing the international
application. The choice of Searching Authority may also
be indicated on Form PTO~1382 Transmittal Letter.

It should be noted that the European Patent Office
will not search, by virtue of PCT Article 17(2)(a)(i), any

. 1800 — 37

(B) There may be more difficulty in solving any

1840.01

international application to the extent that it considers
that the international application relates to subject mat-
ter set forth in PCT Rule 39.1. Furthermore, the Euro-
pean Patent Office is not equipped to search computer
programs.

The international search fee for the European Patent
Office must be paid to the United States Patent and
Trademark Office (USPTO) as a Receiving Office-at the
time of filing the international application. The search
fee for the European Patent Office is announced weekly
in the Official Gazette in United States dollars. The
search fee will change as costs and exchange rates re-
quire. If exchange rates fluctuate significantly, the fee
may change frequently. Notice of changes will be pub-

lished in the Official Gazette shortly before the effective

date of any change.

If the European Patent Office as the International
Searching Authority considers that the international ap-
plication does not comply with the requirement of unity
of invention as set forth in PCT Rule 13, the European
Patent Office will invite applicants to timely pay directly
to it an additional search fee in Deutsche Marks for each
additional invention,

A revised fee calculation sheet (Form PCT/RO/101,
Annex) having appropriate spaces to indicate the choice
of International Searching Authority has been devel-
oped so that applicants may indicate which International
Searching Authority is to make the search.
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1843 The International Search

PCT Article 17
Procedure before the International Searching Authorily

{1) Procedure before the International Searching Authority
shall be governed by the pravisions of this Treaty, the Regulations, and
the agreement which the International Bureau shall conclude, subject to
this Treaty and the Regulations, with the said Authority.

(2)(a) If the International Searching Authority considers:

(i) that the international application relates to a subject
matter which the International Searching Authority is not required,
under the Regulations, tosearch, and in the particular case decidesnot to
search, or

(ii) thatthedeseription, the claims, or the drawings, fail to
comply with the prescribed requirements to such an extent that a
meaningful search could not be carried out, the said Authority shall so
declare and shall notify the applicant and the International Bureau that
no international search report will be established.

July 1998

(b) Ifany of the situations referred to in subparagraph (a) is
found to exist in connection with certain claims only, the international
search report shall so indicate in respect of such claims, whereas, for
the other claims, the said report shall be established as provided in
Article 18,

(3)(a) I the International Searching Authority considers that the
international application does not comply with the requirernent of unity
of invention as set forth in the Regulations, it shall invite the applicatit to
pay additional fees. The International Searching Authority shail estab-
lish the international search report on those parts of the international
application which relate to the invention first mentioned in the claims
(main invention} and, provided the required additional fees have been
paid within the prescribed time limit, on those parts of the international
application which relate to inventions in respect of which the said fees
were paid.

(b) Fhe national law of any designated State may provide
that, where the national Office of the State finds the invitation, referred
toinsubparagraph (a),ofthe International Searching Authorityjustified
andwherethe applicanthas not paid alladditional fees, those parts of the
international application which consequently have not been searched

1800 — 38
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shall, as far as effects in the State are concerned, be considered
withdrawn unless a special fee is paid by the applicant to the national
Office of that State.

PCT Rule 33
Relevant Prior Art for the International Search

33.1. Relevant Prior Art for the International Search

(a) For the purposes of Article 15(2), relevant prior art shall
consist of everything which has been made available to the public
anywhere in the world by means of written disclosure {including
drawings and other illustrations) and which is capable of being of
assistance in determining that the claimed invention is or is not new and
that it does or does not involve an inventive step (i.e., that it is or is not
obvious), provided that the making available to the public ocourred prior
to the international filing date.

(b) Whenany written disclosure refers to an oral disclosure, use,
exhibition, orothermeanswhereby the contents of the written disclosure
were made available to the public, and such making available to the
public occurred on a date prior to the international filing date, the
international search report shall separately mention that fact and the
date on which it occurred if the making available to the public of the
written disclosure occurred on a date which is the same as, or later than,
the international filing date.

(¢} Any published application or any patent whose publication
date is the same as, or later than, but whose filing date, or, where
applicable, claimed priority date, is earlicr than the international filing
date of the international application searched, and which would
constitute relevant prior art for the purposes of Article 15(2) haditbeen
published prior to the international filing date, shall be specially
mentioned in the international search report.

33.2. Fields to Be Covered by the International Search

(a) Theinternationalsearchshallcoverall those technical ficlds,
and shall be carried out on the basis of all those search files, which may
contain material pertinent to the invention.

(b) Consequently, not only shalt the art in which the invention is
classifiable be searched but also analogous arts regard!ess of where
classified.

(¢) The question what arts are, in any given case, to be regarded
as analogous shall be considered in the light of what appears to be the
necessary essential function or use of the invention and not only the
specitic functions expressly indicated in the international application.

{(d) The international search shall embrace al} subject matter
that is generally recognized as equivalent to the subject matter of the
claimed invention for all or certain of its features, even though, in its
specifics, the invention as described in the international application is
different.

33.3. Orientation of the International Search

(2) International search shall be made on the basis of the claims,
with due regard to the description and the drawings (if any) and with
particular emphasis on the inventive concept towards which the claims
are directed.

(b) Insofaras possible and reasonable, the international search
shall cover the entire subject matter towhich the claims are directed or to
which they might reasonably be expected to be directed after they have
been amended.
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PCT Rule 39
Subject Matter under Article 17(2)(a)}(i)

39.1. Definition

No International Searching Authority shall be required to search an
international application if, and to the extent to which, its subject matter
is any of the following:

{i) scientific and mathematical theories,

(i) plant or animal varicties or essentially biological processes
for the production of plants and animals, other than microbiological
processes and the products of such processes,

(iii) schemes, rules or methods of doing busincss, performing
purely mental acts or playing games,

{iv) methods for treatment of the human or animal body by
surgery or therapy, as well as diagnostic methods,

(v) mere presentations of information,

(vi) computer programs to the extent that the International
Searching Authority is not equipped to search prior art concerning such
programs.

PCT Articie 15 describes the objective of the interna-
tional search, i.c., to uncover relevant prior art, and also
describes the international—type search. It should be
noted generally that an international - type search is per-
formed on all U.S. national applications filed after June
1, 1978,

There are several benefits to applicants who use the
PCT One of the three most commonly mentioned bene-
fits is the international search (and consequently the in-
ternational search report). The others are the time delay
gained before having to enter the national phase and the
monetary savings since filing and translation fees are
also deferred or indeed, may not be necessary depending
upon the search results. The international search gives
applicants the benefit of knowing the status of the prior
art with respect to their invention before time for entry
into the national stage. This affords applicants the time
to make economic decisions whether to perfect their na-
tional stage filings. '

"The objective of the international search is to discover
relevant prior art (PCT Article 15(2)). “Prior art” con-
sists of everything which has been made available to the
public anywhere in the world by means of written disclo-
sure (including drawings and other illustrations); it is
relevant in respect of the international application if it is
capable of being of assistance in determining that the
claimed invention is or is not new and that the claimed
invention does or does not involve an inventive step (i .e.,
that it is or is not obvious), and if the making available to
the public occurred prior to the international filing date.
For further details, see PCT Rule 33. The international
search is made on the basis of the claims, with due regard
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to the description and the drawings (if any) contained in
the international application (PCT Article 15(3)). Cate-
gories of relevant prior art as described in PCT Rule 33.1
are indicated in the search report under the section
“Documents Considered To Be Relevant.” The various
letter designations are defined on the search report form
(see PCT/ISA/210).
It is pointed out, for example, that:

(A) A category X reference defeats novelty or
defeats inventive step when the reference is considered
alone;

(B) A category Y reference is said to defeat or
refute inventive step when combined with one or more
other such references — the combination being obvious
to a person skilled in the art;

(C) A category A reference is one showing the
general state of the art but would not be considered to be
of particular relevance;

(D) Acategory E reference is an earlier document
which is published on or after the internationa] filing
date; ‘ ' '

(E) A category P reference is 2 document pub-
lished prior to the international filing date but later than
the claimed pnorzty date (commonly called an 1nterven~
ing reference)

These are the most commonly used categories of ref-
erences.

The examiner shouid not view these categones stnctly
in the sense that they have a direct comparison to U.S.
application of prior art references, for example, a cate-
gory X reference defeats novelty and in that sense, it is
closely analogous to U.S. consideration of 35 U.S.C. 102
prior art. However, a category X reference can also de-
feat inventive step which is analogous to U.S. consider-
ation of 35 U.S.C. 103 prior art.

DOCUMENTS SEARCHED BY THE INTERNA-
TIONAL SEARCHING AUTHORITY

The International Searching Authority must endeav-
" or to discover as much of the relevant prior art as its facil-
ities permit (PCT Article 15(4)), and, in any case, must

consult the so—called “minimum documentation” (PCT
Rule 34). - :

Juiy 1998

MANUAL QOF PATENT EXAMINING PROCEDURE

CERTAIN SUBJECT MATTER NEED NOT BE
SEARCHED

No International Searching Authority is required to
perform an international search where the international
application refates to any of the following subject mat-
ters:

(A) Scientific and mathematical theories;

(B) Plant or animal varieties or essentially biolog-
ical processes for the production of plants and animals,
other than microbiological processes and the products of
such processes; '

(C) Schemes, rules or methods of doing business,
performing purely mental acts or playing games;-

(D) Methods for treatment of the human or
animal body by surgery or therapy, as well as diagnostic
methods;

(E) Mere presentation of information; and

(F) Computer programs to the extent that it, the
said Authority is not equipped to search prior art (PCT
Article 17(2)(a)(i) and PCT Rule 39).

The applicant considering the filing of an internation-
al application may be well advised not to file one if the
subject matter of the application falls into one of the
above mentioned areas. If he or she still does file, the In-
ternational Searching Authority may declare that it will
not establish an international search report. It is to be
noted, nevertheless, that the lack of the international
search report in such case will not have, in itself, any in-
fluence on the validity of the international application
and the latier'’s processing will continue, including its
communication to the designated Offices.

The USPTO has declared that it will search and ex-
amine, in international applications, all subject matter
searched and examined in U.S. national applications.

NO SEARCH REQUIRED IF CLAIMS ARE UN-
CLEAR '

If the International Searching Authority considers
that the description, the claims, or the drawings fail to
comply with the prescribed requirements to such an ex-
tent that a meaningful search could not be carried out, it
may declare that it will not establish a search report
(PCT Article 17(2)(a) (ii) and (b)). Such declaration may
also be made in respect of some of the claims only. The
lack of the international search report will not, in itself,
have any influence on the validity of the international
application and the latter’s processing will continue,
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including its communication to the designated Offices.
Where only some of the claims are found to be unsearch-
able, the International Searching Authority will not
search them, but will search the rest of the international
application, Any unsearched claims will be indicated in
the Search Report.

1844 The International Search Report

PCT Article 18
The International Search Report

(1) The international search report shall be established within
the prescribed time limit and in the prescribed form.

{2) The international search report shall, as soon as it has been
established, be transmitted by the International Searching Authority to
the applicant and the Internationsl Bureau, '

(3) The international search report or the declaration referred
to in Article 17(2)(a) shall be transtated as provided in the Regulations.
The translations shall be prepared by or under the responsibility of the
International Bureau.

The results of the international search will be re-
corded in the international search report (Form PCT/
ISA/210), which is transmitted with Form PCT/ISA/220
to the applicant and with Form PCT/ISA/219 to the In-
ternational Bureau. The search report will be published
by the International Bureau and will serve as a basis for
examination of the international application by the des-
ignated Offices and the International Preliminary Ex-
amination Authority.

The time limit for establishing the international
search reporst or the declaration under Article 17(2)(a)
that no search report will be established is 3 months from
receipt of the search copy by the searching authority or
9 months from the priority date, whichever time limit ex-
pires later. To ensure timeliness, Office policy is to set a
shorter period for the search by the examiner so that any
corrections to the report can be made timely and also to
allow for review and mailing to the International Bu-
reau. The Office strives to get all search reports to the In-
ternational Bureau by 16 months from the priority date
or, where there is no priority date, 9 months from the
international filing date. See PCT Rule 42.1.

The search report should not contain any expressions
of opinion, reasoning, argument or explanation as {0 any
cited prior art. Any such comments would be inappropri-
ate and should be used only if preliminary examination is
or becomes a part of the international proceeding. The
search report is only for the purpose of identifying prior
art and not for commenting thereupon.
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The printed international search report form (Form
PCT/ISA/210) to be transmitted to the applicant and to
the International Bureau contains two main sheets
(“first sheet” and “second sheet™) to be used for all
searches. These two main sheets are intended for record-;
ing the important features of the search such as the fields
searched and for citing documents revealed by the
search. The printed international search report form
also contains four optional continuation sheets for use
where necessary. There are two continuation sheets for
each of the “first sheet” and the “second sheet”: “contin-
uation of first sheet (1) and “continuation of first sheet
(2)”, and “continuation of second sheet” and “patent
family annex”, respectively. The patent family annex
sheet is not currently used by the United States Interna-
tional Searching Authority since patent family informa-
tion is not readily available to the examiner. The “contin-
uation of first sheet (1)” is to be used only where an indi-
cation is made on the first sheet that claims were found
unsearchable (item 1) and/or unity of invention is lacking
(item 2). The relevant indications must then be made on
that continuation sheet. The “continuation of first sheet
(2)” is to contain the text of the abstract where an ab-
stract or an amended abstract has been established by
the International Searching Authority (item 5) and an
indication to that effect is made on the first sheet. The
“continuation of second sheet” is to be used where the
space on the second sheet is insufficient for the citation
of documents. Lastly, the “extra sheet” may be used
whenever additional space is required to complete infor-
mation from the other sheets.

It is to be noted that only the “second sheet”, the “con-
tinuation of second sheet” (if any) and the “continuation
of first sheet (1)” (if any), will be the subject of interna-
tional publication, as the “first sheet” and the “continua-
tion of first sheet (2)” (if any) contain only information
which will already appear on the front page of the pam-
phlet.

The international search report must list the classifi-
cation identification of the ficlds searched using the TPC.

Where the international search report is entirely or
partly based on a previous search made for an applica-
tion relating to a similar subject, the relevant search files
consulted for this previous search must also be identified
in the report as having been consuited for the interna-
tional application in question.
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RESTRICTION OF THE SUBJECT OF THE IN-
TERNATIONAL SEARCH

The report must indicate whether the search was re-
stricted or not for any of the reasons indicated below.

If any such restrictions were applied, the claims in re-
spect of which a search has not been carried out must be
identified and the reasons of this should be indicated.
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The three categories where such restrictions may arise
are:

(A) Lack of unity of invention;
(B) Claims drawn to subject matter excluded from

the search;
(C) Claims in respect of which a meaningful
search cannot be carried out, :
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PCT

INTERNATIONAL SEARCH REFORT
(PCT Article 18 and Rules 43 and 44)

1844

Applicant’s or agent’s file refercnoe FOR FURTHER s Notification of Transmilts] of International Search Report

CMC-123-PCT ACTION (Form PCTASA/ZI0) as well as, where applicable, tem 5

International application No. International Gling date (dayﬁ;mmklyear) {Barliest) Priority Date
PCT/US92/939%9 11 MAY 1993 03 JUNE 1992

Applicant

COLUMBIA MARINE CORPORATION

‘This international search report has been prepared by thiv International Searching Authority and is transmitted to the applicant
according 1o Article 18. A copy ix being transmitted to the Internations] Bureau,

This international search report consists of 2 totat of _4_ sheets.
[ﬂ It is aleo sccompanied by & copy of each prior ert document cited in this report,

1. E‘E] Certain elaims were found unsesrchable (See Box .
2. [;ﬂ Unity of nvention is lacking (Sce Box H).

3. D ‘The international application containg disclosure of a nuclestife and/or awino aclf sequence buting snd the
intemetions! search was carried cut on the basis of the sequence listing

[:] filed with the internaional application.
[:] furnished by the applicent separately from the international application,
bui, not sccompanied by & stabement to the effect that # did not include matier
going beyond the disclosure in the intesnational application as filed.
trenseribed by this Authority.

4. With regard 1o the tithe, the text is spproved as submitted by the applicant.

the text has been cstablished by this Authority to read ss follows:

& 0O

3. With regard to the shelreet,
D the text is approved us submitted by the applicant.

[x] the text hus been established, aceonding to Rue 38.2(b), by this Authority as it appears
in Box HL The applicant may, within one month from the date of mailing of this
internationn! search report, submit comments to this Authority.

6. The figure of the drawings 10 be published with the sbstract in:
Figure No.' 1 [E st suggested by the applicant,
E] becnuse the applicant failed to suggest a figure.
D because this figure better characterizes the invention.

[:] None of the figurea.

Form PCTASA/210 (firet sheet)(July 1992)%
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INTERMATIONAL SEARCR REPORT [nternational epplication No.
POTIUS2/99999

Box § Oboervatioas where cerinin elalms were found mm(mm of Bems  of flvst sheset)

' @

3. [¥]

“Thia intemnational report haa not been esteblishad in respect of centain claime under Asticls 17¢2)(a) for the following reasona:

Ciaims Mos.: 6
besause they relate to subject matter not required Lo be searched by this Authority, namely:

Claim 8 ! diracied to an algorithm for computing the deviation from & plannod course and Is subject msttar.
whlch the International Searching Authority Is not requized to search under Article 17{2)(a}h and Rule 39.1(v}.

Cleims Noa.:
because they relate to parts of the intemationsd spplication that do not comply with the prescribed requirements to such
an extent that no meaningful international search can be carried awt, specificully:

Claims Nes.: 3
becausa they are dependent olaima and are not drafled in sccondance with the second and thind sentencee of Rule 6.4(a).

Box If Observaticas where unity of laventiva I lscking (Contlnuation of Bews 2 of first sbeet)

1.
2 [
3. [

« O

Thia Internstional Searching Authority found mubtiple inventions in this intemational application, ag foliows:

(Form PCTASA/Z06 Previcusly Mailed.)

Group |. Chims 3-4, drawn 2o & sailboat self-stecring gear.

Group IT. Claime 7-12, drawn 1o a compass with an alann to indicats deviation from a planned couree.

The invention of group B describes a gear anangement thet controls the rudder while the invention of group T
desoribes clrouitry which determines deviation from a planned course and activsica an alarm dependent on the deviation.
The two inventions do ot share & common apecis! tochnical feature sinos group I in directed 0 2 mochanical gear
armangement and group [ is anly dirested to cireuitey,

As all sequired additionsl scarch fees wera timely paid by the applicant, this internationsl search report covers all seanchable
¢laima,

As sil seagchable claima could be searched without effort justifying an additional fos, this Authogity did not invie payment
of any additional foe.,

Az only some of the required additionsl seerch fecs were timely paid by the spplicas, this international search report covers
only thoso claims for which fees were peid, apecifically elaime Nos.:

Mo required additional search foes were timely paid by the applicani. Consequently, this international search report is
restricied to the inventon first mentinned in the claime; & is covered by olaims Noa.:

Remark on Protest E:] The additional scarch fecs were accompanied by the applicant’s protest.

@ No protest aceompanied the psyment of additional search feca.

Form PCT/ASA/210 {continuation of first sheet(1)){July 1992)w
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INTERNATIONAL SEARCH REFORT International application No.
PCTRISY9999

Box {1i TEXT OF THE ABSTRACT {Continuation of Hem § of the first sheet)

A wind vane steering gear (10) for a sailboat (1) comprising a bracket (11)
adapted for attachment to the bow of the sailboat for pivotally supporting a forward
rudder (12) and a wind vane (42) adjustable to different positions by means of an
actuating member (65) to control the position of the rudder.

Form PCT/ISA/210 (continustion of first sheet(2))July 1992}
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INTERNATIONAL SEARCH REPORT - Intemational application No.
PCTIUSPRISISD

A. CLASSIFICATION OF SUBJECT MATTER

IPC(Y) BS3IH 25/02, 23/04

Us €1, <114/144C; 340/987

According o Internations! Patent Classification (IPC} or to both national clagaification and IPC

B. FIELDS SEARCHED

#inimum documentistion searched (classification aystem followed by classification symboh)
U.8. @ 114/144C, 144R, 39; 340/987

Dacumentation searchied othes than minimum documentation to the sntent that auchdmmmh are included in the Sekds ssarched

Blectronic data base consulted during the internations] search (name of data bass and, whers practicable, tearch terms used)
USPTO APS "oeli-steering®, "wind vane", “seitboat” )

C. DOCUMENTS CONSIDERED TO BE RELEVANT

Category® | Citation of document, with indication, where appropriste, of the relevant passages Relevant to claim No.
US 3,886,104 A (SAYE) 29 April 1975 (29.04.75),
X figure 1 column 4, lines 3—27. 1
Y 2-4
GB 392,415 A (JONES) 18 May 1933
(18.05.33), page 3, lines 5—7, figare 5 2-4
support 36,
A WALTER, H. Sailboat Construciion. Lon- i-4
don: Sweet and Maxwelk, 1973, Vol. 2,
pages 138 to 192, especially pages 146—148.
AP GREEN, I Inteprated Circuit and Electronic Compass. 7-12
In: IBM Technical Disclosure Bulletin, New York: Ar-
monk. Oct. 1992, Volume 17, No. 6, pages 13441345,
A JP 60— 166591 A (MITSUBISHI) 7.12
2% August 1985 (29.08.85), figure 4. "
[] Fusther documents are tisted in the continuation of Box C. [ ] Ses patent fumily annes.
= Speciad cabegorien of ot & = Tt docessens published efor o interuaticant lling dato ot priordy
a® doce Pﬁmﬂg Tog o geserl s o tha ot whish s set coasidorsd m‘;‘:&wwﬂ‘m&i
A colr domsm e et h el e X S0t o ptod e o bt e e s
s me&meMWﬂwwk wrhom the decumaoes ko wdon afoes
e deta of o¢ otipoe e N pit of pastieater ok s chnkmed §
. i v e e cousidorad 1 iavohve aa laventive sep when the doumant e
o &mmwmwdmmaﬂme wmxw%hhm
P MMWW peiorto tho ptersatioonl fling deie but botes them. o~ mmahmmm
Dmofm@amdmmpmﬁt!w international search Data of mailing of the intemational search report

14 JANUARY 1993

MName and m.nilingi address of the [SA/US Authorizad officer
g::wd and Teadomarka
Waskington, D.C. 20234 PAT EXAMINER

Facsimito Mo. (703) 305~ 3230 Tmm Mo, {103) 3050800
Form PCT/ISAI210 {second shesyduly ;mn !
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AUTHENTICATION AND DATES

The identification of the International Searching
Authority which established the international search re-
port and the date on which the report was drawn up
should be indicated in the search report. This date
should be that of the drafting of the repozt by the search
examiner who carried out the search, In addition to the
date of actual completion of the international search, the
international search report shall also indicate the date
on which it was mailed to the applicant, which is impor-
tant for the computation of the time limit for filing
amendments to the claims under PCT Auticle 19. See
PCT Rules 43.1 and 43.2.

The international search report shall indicate the
name of an authorized officer of the International
Searching Authority which means the person who actual-
ly performed the search work and prepared the search
report. See PCT Rule 43.8. Note that the name is re-
quired but not the signature.

CONTENTS OF THE INTERNATIONAL SEARCH
REPORT

The international search report (PCT Rule 43) con-
tains, among other things, the citations of the documents
considered to be relevant (PCT Rule 43.5 and Adminis-
trative Instructions Section 503), the classification of the
subject matter of the invention (PCT Rule 43.3 and Ad-
ministrative Instructions Section 504) and an indication
of the fields searched (PCT Rule 43.6). Citations of par-
ticular relevance must be specially indicated (Adminis-
trative Instructions Section 505); citations of certain spe-
cific categories of documents are also indicated (Admin-
istrative Instructions Section 507); citations which are
not relevant to all the claims must be cited in relation to
the claim or claims to which they are relevant (Adminis-
trative Instructions Section 508); if only certain passages
of the cited document are particularly relevant, they
must be identified, for example, by indicating the page,
the column or the lines, where the passage appears.

1844.01 Time for the International Search
Report

Publication of the international application occurs at
18 months from the earliest priority date or, where there
is no priority date, 18 months from the international
application filing date. The Office goal is to have the
search report mailed in sufficient time to reach the Inter-
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national Bureau by the end of 16 months from the prior-
ity date or 9 months from the filing date if no priority
claim is made. This is necessary since the technical prep-
arations for publication are completed by 17.5 months
from the earliest priority date. In view of the treaty man-
dated publication and the time needed for technical
preparation, the Office sets time periods for completion
of the search report which will ensure sufficient time to
complete internal processing and review and achieve re-
ceipt of search report at the International Bureau by the 16th
month from the priority date. See PCT Rule 42.1 for time
limit for the search.

Thus, as a matter of practice, each examining group
tends fo set its internal time period for completion of
the search report to meet the time limits set by the Inter-
national Application Processing Division. The Interna-
tional Application Processing Division sets its time for
completion to ensure adequate time for review, correc-
tions (where necessary) and mailing.

The date of transmittal of the search report becomes
critical for applicants since it starts the 2 month period
for submission of amendments to the claims under Ar-
ticle 19. See PCT Rule 46.1.

The Patent Cooperation Treaty is extremely date sen-
sitive and for that reason, examiners are encouraged to
complete the international search and prepare the
search report promptly after receipt. Monitoring and
tracking procedures have been devised to minimize the
risk of late search reports and/or date transmission
thereof,

1846 Sections of the Articles, Regulations,
and Administrative Instructions Under
the PCT Relevant to the International
Search

PCT Articles 15 — 20 (Appendix T);

PCT Rules 33 — 47 (Appendix T); and
Administrative Instructions Sections 501 — 516
(Appendix A).

1847 Refund of International Search Fee

37 CFR 1.446. Refund of international application filing and
processing fees.

(a) Money paid for international application fees, where paid
by actual mistake or in excess, such as a payment not required by law or
Treaty and its Regulations, will be refunded.
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1848 MANUAL OF PATENT EXAMINING PROCEDURE

(b) [Reserved]

(¢) Refund of the supplememal search fees will be madc if such
refund is determined to be warranted by the Commissioner or the
Commissionér’s designee acting unider PCT Rule 40.2(c).”

(d) Theinternational andsearchfeeswillberefundedifnointer-
national filing date is accorded or if the application is withdrawn before
transmittal of the record copy to the International Bureau (PCT Rules
15.6 and 16.2). The search fee will be refunded if the applncatmn is
withdrawn before transmittat of the search copy to the Infernational
Searching Authority. The transmittal fee will not be refunded.

{e} Thehandlingfee(§1.482(b))willberefunded (PCTRule
57.6) onlyif:

(1) The Demand is w1thdrawn before the Demand has been
sent by the International Preliminary Examining Authorlty to the
International Bureay, or

(2) The Demand is considered not to have been submltted
(PCT Rule 54.4(a)).

Refund of the supplemental search fee will be made if
the applicant is successful in a protest (filed pursuant to
37 CFR 1.477) to a holding of lack of unity of invention.
The supplemental search fee must be paid and be accom-
panied by (1) a protest and (2) a request for refund of the
supplemental search fee.

The search fee will be refunded if no mternatnonai fil-
ing date is accorded or if the application is withdrawn be-
fore the search copy is transmitted to the Internanonal
Searching Authority. The transm:ttal fee will not be re-
fonded.

Any request for refund of the search fee made after
the search copy has been transmitted to the Internation-
al Searching Authority must be directed to the Interna-
tional Searching Authority and not to the Receiving
Office. This is clearly necessary where applicant has cho-
sen the European Patent Office as the search authority.

1848 Sequence Listings

13}, Sequence Listing for International Authorities

{a) Where the International Searching Authority finds that the
international application contains disclosure of one or more nucleotide
andifor amino acid sequences but:

(i) theinternational applicationdoesnot containasequence
listing complying with the standard provided for in the Administrative
Instructions, that Authority may invite the applicant to furnish to it,
within a time limit fixed in the invitation, a sequence listing complying
with that standard;

(ii) theapplicant has notalready furnished a sequence listing
in computer readable form complying with the standard provided for in
the Administrative Instructions, that Authority may invite the applicant
to furnish to it, within a time limit fixed in the mwtatzon, 2 sequence
l;stmg in such a form complying with that standard.

(b) [Deleted]

(c) If the applicant does not comply with an invitation under
paragraph (a) within the time limit fixed in the invitation, the Internia-
tional Searching Authority shall not be required to search the interna-
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tional application to the extent that such noncompliance has the result
that a meaningful search cannot be carried out,

{(d) Where the International Searching Authority finds that the
description does not complywith Rule 5.2(b}, it shall invite the applicant
to file the required correction. Rule 26.4 shall apply mutatis mutandis to
any correction offered by the applicant. The International Searching
Authority shall transmit the correction tothe 1 recemng Off:ce and tothe
International Bureau.

() Paragraphs (a) and (c) shall apply musatis mumnd:s to the
procedure before the International Preliminary Examining Authority.,

(f) Any sequence listing not contained in the internationai
application as filed shall not, subject to Article 34, form part of the
international application.

PCT Administrative Instrictions Section 513
Sequence Listings

(a) Where the International Searching Authority receives a
correction of a defect under Rule 13/7.1(d), it shali: -

(i) indelibly mark, in the upper right—hand corner of each
replacementsheet, theinternationat apphcatlon numberand thedateon
which that sheet was received;

{if) indelibly mark, in the middle of the bottom margin of
each replacement sheet, the words “SUBSTITUTE SHEET (RULE
13%r.1(d)}” or their equivalent in the 1anguage of pubhcanon of the
international application;

(iif) indelibly mark onthe ietter containing the correction, or
accompanying any replacement sheet; the date on which that letter was
received; . ,
(iv) keep in its files a copy of the letter containing the
correction or, when the correction is contained in & replacement sheet,
the replaced sheet, a copy of the letter accompanying the replacement
sheet, and a copy of the replacement sheet;

() promptly transmit any letter and any replacement sheet
to the International Bureau, and a copy théreof to the receiving Office.

{b) Wheretheinternational searchreport is basedon asequence
listing that was not contained in the international application as filed but
was furnished subsequently to the International Searching Authority,
the international search report shall so indicate.

(c) Where a meaningful international search cannot be carried
out because a sequence listing is not available to the International
Searching Authority inthe required form, that Authority shall sostate in
the international search report.

(d) The International Searching Authority shall indelibly mark,
in the upper right—-hand corner of the first sheet of any sequence listing
in printed form which was not contained in the international application
as filed but was furnished subsequently to that Authority, the words
“SUBSEQUENTLY FURNISHED SEQUENCE LISTING” or their
equivalent in the language of publication of the international applica-
tion. .

(¢) The International Searching Authority shall keepinits files:

(i) any sequence listing in printed form which was not
contained in the international application as filed but was furnished
subsequently to that Authority; and

(i) any sequence listing in computer readable form.

Where an international application contains disclo-
sure of a nucleotide and/or amino acid sequence, the de-
seription must contain a listing of the sequence comply-
ing with the Standard specified in the Administrative In-
structions. See MPEP § 1823.02. If the International
Searching Authority finds that an international applica-
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tion contains such a disclosure but that the description
does not include such a listing or that the listing included
does not comply with that Standard, the International
Searching Authority may invite the applicant to furnish a
listing complying with that Standard.

If the International Searching Authority finds that a
sequence listing is not in a computer readable form pro-
vided for in the Administrative Instructions, it may invite
the applicant to furnish a listing to it in such a form.
Again, the International Searching Authority would in-
vite the applicant to supply the computer readable dis-
kette or other acceptable electronic medium.

An invitation from the International Searching
Authority to furnish a sequence listing complying with
the Standard specified in the Administrative Instruc-
tions, will specify a time limit for complying with the in-
vitation. Any sequence listing furnished by the applicant
must be accompanied by a statement to the effect that
the listing does not include matter which goes beyond the
disclosure in the international application as filed. If the
applicant does not comply within that time limit, the
search undertaken by the International Searching Au-
thority may be restricted.

If the applicant wishes to include such a listing in the
text of the description itself, appropriate amendments
may be made later under PCT Article 34, provided that
the applicant files a Demand for international prelimi-
nary examination.

1849 Subject Matter Excluded From
International Search

The examiner is not required to perform an interna-
tional search on claims which relate to any of the follow-
ing subject matter:

(A) Scientific and mathematical theories;

(B) Plant or animal varieties or essentially biolog-
ical processes for the production of plants and animals,
other than microbiological processes and the products of
such processes;

(C) Schemes, rules or methods of doing business,
performing purely mental acts or playing games;

(D) Methods for treatment of the human or
animal body by surgery or therapy, as well as diagnostic
methods;

(E) Mere presentation of information; and
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(F) Computer programs to the extent that the
Authority is not equipped to search prior art concerning
such programs.

See PCT Rule 39. In addition, the examiner is not re-
quired to search the international application, to the ex-
tent that 2 meaningful search cannot be carried out, in
certain cases where a nucleotide and/or amino acid se-
quence listing is not furnished in accordance with the
prescribed standard or in a computer readable form. See
Administrative Instructions Section 513(c). However,
the U.S, Patent & Trademark Office has declared that it
will search and examine all subject matter searched and
examined in U.S. national applications. If none of the
claims are required to be searched, the examiner wiil de-
clare that no search report will be established using form
PCT/ISA/203. It should, nevertheless, be noted that the
lack of an international search report in such a case does
not, in itself, have any influence on the validity of the in-
ternational application, the processing of which, includ-
ing its communication to the designated Offices, contin-
ues.

1850 Unity of Invention Before the

International Searching Authority

PCT Rule 40
Lack of Unity of Invention (International Search)

40.1. Invitation to Pay

‘The invitation to pay additional fees provided for in Article 17(3)(a)
shall specify the reasons for which the international application is not
considered as complying with the requirement of unity of invention and
shall indicate the amount to be paid.

40.2. Additional Fees

(a) The amount of the additional fee due for searching under
Article 17(3)(a) shall be determined by the competent International
Searching Authority.

(b) The additional fee due for searching under Article 17(3)(a)
shall be payable direct to the International Searching Authority.

() Anyapplicant may pay the additional fee under protest, that
is, accompanied by a reasoned statement to the cffect that the
international application complies with the requirement of unity of
invention or that the amount of the required additional fee is excessive.
Such protest shall be examined by a three—member board or other
special instance of the International Searching Authority or any
competent higher authority, which, to the extent that it finds the protest
justified, shali order the total or pastial reimbursement to the applicant
of the additional fee. On the request of the applicant, the text of both the
protest and the decision thereon shail be notified to the designated
Officestogetherwith the internationalsearchreport, The applicant shall
submit any translation thereof with the furnishing of the translation of
the international application required under Article 22.
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{d) The three—member board, special instance or competent
higher authority, referred to in paragraph (c), shali not comprise any
person who made the decision which is the subject of the protest.

EEEE ]

40.3. Time Limit _

‘The time limit provided for in Article 17(3)(a) shall be fixed, in each
case, according to the circumstances of the case, by the International
Searching Authority; it shall not be shorter than 15 or 30 days,
respectively, dependingonwhetherthe applicant’s addressisinthesame
country as or in a different country from that in which the International
Searching Authority is located, and it shall not be longer than 45 days,
from the date of the invitation.

PCT Administrative Instructions Section 502
Transmittal of Protest Against Payment of Additional
Fee and Decision Thereon Where International
" Application Is Considered to Lack Unity of Invention

The International Searching Authority shall transmit to the appli-
cant, preferably at the latest together with the international search
report, any decision which it has taken under Rule 40.2(c) on the protest
uf the applicant against payment of an additional fee where the
international application is considered to lack unity ofinvention. Atthe
same time, it shall transmit to the International Bureaua copy ofboththe
protest and the decision thereon, as well as any request by the applicant
to forward the texts of both the protest and the decision thereon to the
designated Offices. ‘

37 CER 1.475. Unity of invention before the International
Searching Authority, the Internationgl Preliminary Examining
Authority and during the national stage. o

{a) Aninternational and a national stage application shall relate
to one invention only or to a group of inventions so linked as to form a
single general inventive concept (“requirement of unity of invention™).
Where a group of inventions is claimed in an application, the require-
ment of ynity of invention shali be fulfilled only when there is a technical
relationship among those inventions involving one or more of the same
or corresponding special technical features. The expression “special
technical features” shall mean those technical features that define a
contributionwhicheachof the claimed inventions, considered asawhole,
makes over the prior arl,

(b} Aninternational or a nationat stage application containing
claims to different categories of invention will be considered to bave
unity of invention if the claims are drawn only to one of the following
combinations of categories:

(1) A product and a process specially adapted for the
manufacture of said produet; or

(2) A product and a process of use of said product; or

(3) Aproduct, aprocessspecially adapted for the manufacture
of the said product, and a use of the said product; or

{4) A process and an apparatus or means specifically de-
signed for carrying out the said process; or

(5) A produict, a process specially adapted for the manufac-
ture of the said product, and an apparatus or means specifically designed
for carrying out the said process.

(c) ifan application contains claims to more or less than one of
the combinations of categories of invention set forth in paragraph (b) of
this section, unity of invention might not be present.
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(d) If multiple products, processes of manufacture or uses are
claimed, the first invention of the category first mentioned in the claims
of the application and the first recited invention of each of the other
categories related theretowill be considered asthemain inventionin the
claims, see PCT Aurticle 17(3)(a} and § 1.476(c).

(e) Thedeterminationwhethera groupofinventionsissolinked
as to form a single general inventive concept shall be made without
regard to whether the inventions are claimed in separate claims or as
alternatives within a single claim. ‘

37 CFR 1.477. Protest to lack of unity of invention before the
International Searching Authority.

(a) Iftheapplicant disagrees with the holding of lack of unity of
invention by the International Searching Authority, additional fees may
be paid under protest, accompanied by a request for refund and a
statement setting forth reasons for disagreement or why the required
additional fees are considered excessive, or both (PCT Rule 40.2(c)).

{b) Protest under paragraph (2) of this section will be examined
by the Commissioner or the Commissioner’s designee. In the event that
theapplicant’s protest isdetenmined to be jusiified, the additional feesor
a portion thereof will be refunded, _

(¢} Anapplicant who desires that a copy of the protest and the
decision thereon accompany the international search report when
forwarded to the Designated Offices, may notify the International
Searching Authority to that effect any Hime prior 1o the issuance of the
international search report. Thereafter, such notification should be
directed to the Internationat Bureau (PCT Rule 40.2(c)). '

THE REQUIREMENT FOR “UNITY OF INVEN-
TION”

Any international application must relate to one in-
vention only or to a group of inventions so linked as to
form a single general inventive concept (PCT Article
3(4)(ili) and 17(3){a)}, PCT Rulé 3.1, and 37 CFR 1.475).
Observance of this requirement is checked by the Inter-
national Searching Authority and may be relevant in the
national (ot regional) phase.

The decision in Caterpiliar Tractor Co. v. Commission-
er of Patents and Trademarks, 231 USPQ 590 (E.D. Va.
1986) held that the Patent and Trademark Office inter-
pretation of 37 CFR 1.141(b}(2) as applied to unity of in-
vention determinations in international applications was
not in accordance with the Patent Cooperation Treaty
and its implementing regulations. In the Caterpiliar in-
ternational application, the USPTO acting as an Inter-
national Searching Authority, had held lack of unity of
invention between a set of claims directed to a process
for forming a sprocket and a set of claims drawn to an ap-
paratus (die) for forging a sprocket. The court stated
that it was an unreasonable interpretation to say that the
expression “specifically designed” as found in former
PCT Rule 13.2(ii) means that the process and apparatus
have unity of invention if they can only be used with each
other, as was set forth in MPEP § 806.05(e).
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Therefore, when the Office considers international
applications as an International Searching Authority, as
an International Preliminary Examining Authority, and
during the national stage as a Designated or Elected
Office under 35 U.5.C. 371, PCT Rule 13.1 and 13.2 will
be followed when considering unity of invention of
claims of different categories without regard to the prac-
tice in national applications filed under 35 US.C, 111,
No change was made in restriction practice in United
States national applications filed under 35 U.S.C. 111
outside the PCT.

In applying PCT Rule 13.2 to intemationai'applica—
tions as an International Searching Authority, an Inter-
national Preliminary Examining Authority and to na-
tional stage applications under 35 U.5.C. 371, examiners
should consider for unity of invention all the claims to
different categories of invention in the application and
permit retention in the same application for searching
and/or preliminary examination, claims to the categories
which meet the requirements of PCT Rule 13.2.

PCT Rule 13.2, as it was modified effective July 1,
1992, no longer specifies the combinations of categories
of invention which are considered to have unity of inven-
tion. Those categories, which now appear as a part of An-
nex B to the Administrative Instructions, has been sub-
stituted with a statement describing the method for de-
termining whether the requirement of unity of invention
is satisfied. Unity of invention exists only when there is a
technical relationship among the claimed inventions in-
volving one or more special technical features, The term
“special technical features” is defined as meaning those
technical features that define a contribution which each
of the inventions considered as a whole, makes over the
prior arf. The determination is made based on the
contents of the claims as interpreted in light of the
description and drawings. Annex B also contains exam-
ples concerning unity of invention.

A.  Independent and Dependent Claims

Unity of invention has to be considered in the first
place only in relation to the independent claims in an in-
ternational application and not the dependent claims.
By “dependent” claim is meant a claim which contains all
the features of another claim and is in the same category
of claim as that other claim {the expression “category of
claim” referring to the classification of claims according
to the subject matter of the invention claimed, for exam-
ple, product, process, use or apparatus or means, etc.).
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H the independent claims avoid the prior art and satis-
fy the requirement of unity of invention, no problem of
lack of unity arises in respect of any claims that depend
on the independent claims. In particular, it does not mat-
ter if a dependent claim itself contains a further inven-
tion. Equally, no problem arises in the case of a genus/
species situation where the genus claim avoids the prior
art. Moreover, no problem arises in the case of a com-
bination/subcombination  situation  where  the
subcombination claim avoids the prior art and the com-
bination claim includes all the features of the
subcombination.

If, however, an independent claim does not avoid the
prior art, then the question whether there is still an in-
ventive link between all the claims dependent on that
claim needs to be carefully considered. If there is no link
remaining, an objection of lack of unity (that is, arising
only after assessment of the prior art) may be raised.
Similar considerations apply in the case of a genus/spe-
cies or combination/subcombination situation.

This method for determining whether unity of inven-
tion exists is intended to be applied even before the com-
mencement of the international search. Where a search
of the prior art is made, an initial determination of unity
of invention, based on the assumption that the claims
avoid the prior art, may be reconsidered on the basis of
the results of the search of the prior art.

B.  Rlustrations of Particular Situations

There are three particular sitwations for which the
method for determining unity of invention contained in
PCT Rule 13.2is explained in greater detail:

(A) Combinations of different categories of claims;
(B) So—called “Markush practice”; and
(C) Intermediate and final products.

Principles for the interpretation of the method con-
tained in PCT Rule 13.2, in the context of each of those
sifuations are set out below. It is understood that the
principles set out below are, in all instances, interpreta-
tions of and not exceptions to the requirements of PCT
Rule 13.2.

Examples to assist in understanding the interpreta-
tion on the three areas of special concern referred to in
the preceding paragraph are set out below.

C.  Combinations of Different Categories of Claims
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The method for determining unity of invention under
PCT Rule 13 shall be construed as permitting, in partic-
ular, the inclusion of any one of the following combina-
tions of claims of different categories in the same inter-
national application:

(A) In addition to an independent claim for a given
product, an independent claim for a process specially
adapted for the manufacture of the said product, and an
independent claim for a use of the said product; or’

(B) In addition to an independent claim for a given
process, an independent claim for an apparatus or means
specifically designed for carrying out the said process; or

(C) In addition to an independent claim for a given
product, an independent claim for a process specially
adapted for the manufacture of the said product and an
independent claim for an apparatus or means specifical-
ly designed for carrying out the said process, it being
understood that a process is specially adapted for the
manufacture of a product if it inherently results in the
product and that an apparatus or means is specifically
designed for carrying out a process if the contribution
over the prior art of the apparatus or means corresponds
to the contribution the process makes over the prior art.

Thus, a process shall be considered to be specially
adapted for the manufacture of a product if the claimed
process inherently results in the claimed product with
the technical relationship being present between' the
claimed product and claimed process. The words “spe-
cially adapted” are not intended to imply that the prod-
uct could not also be manufactured by a different pro-
cess.

Also an apparatus or means shall be considered to be
specifically designed for carrying out aclaimed process if
the contribution over the prior art of the apparatus or
means corresponds to the contribution the process
makes over the prior art. Consequently, it would not be
sufficient that the apparatus or means is merely capable
of being used in carrying out the claimed process. How-
ever, the expression specifically designed does not imply
that the apparatus or means could not be used for carry-
ing out another process, nor that the process could not be
carried out using an alternative apparatus or means.

July 1598

D.  “Markush Practice”

The situation involving the so—called Markush prac-
tice wherein a single claim defines alternatives (chemi-
cal or non—chemical) is also goverped by PCT
Rule 13.2. In this special situation, the requirement of a
technical interrelationship and the same or correspond-
ing special technical features as defined in PCT
Rule 13.2, shall be considered to be met when the alter-
natives are of a similar nature.

When the Markush grouping is for alternatives of
chemical compounds, they shall be regarded as being ofa
similar nature where the following criteria are fuifilled:

(A) All alternatives have a common property or
activity; and '

(B)(1) A common structure is present, ie., a
significant structural element is shared by all of the
alternatives; or

(C)(2) In cases where the common structure cannot
be the unifying criteria, all alternatives belong to a
recognized class of chemical compounds in the art to
which the invention pertains.

In paragraph (B)(1), above, the words “significant
structural element is shared by all of the alternatives” re-
fer to cases where the compounds share a common
chemical structure which occupies a large portion of
their structures, or in case the compounds have in com-
mon only a smalil portion of their structures, the com-
monly shared structure constitutes a structurally distinc-
tive portion in view of existing prior art. The structural
clement may be a single component or a combmatlon of
individual components linked together. _

In paragraph (C)(2), above, the words “recognized
class of chemical compounds” mean that there is an ex-
pectation from the knowledge in the art that members of
the class will behave in the same way in the context of the
claimed invention. In other words, each member could
be substituted one for the other, with the expectation
that the same intended result would be achieved.

The fact that the alternatives of a Markush grouping
can be differently classified shall not, taken alone, be
considered to be justification for a finding of a lack of
unity of invention.

When dealing with alternatives, if it can be shown that
at least one Markush alternative is not novel over the
prior art, the question of unity of invention shall be re-
considered by the examiner. Reconsideration does not
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necessarily imply that an objection of lack of unity shall
be raised. .

E.  Intermediate and Final Products

The sitvuation involving intermediate and final prod-
ucts is also governed by PCT Rule 13.2,

The term intermediate is intended to mean inter-
mediate or starting products. Such products have the
ability to be used to produce final products through a
physical or chemical change in which the intermediate
loses its identity.

Unity of invention shall be considered to be present in
the context of intermediate and final products where the
following two conditions are fulfilled:

(A) The intermediate and final products have the
same essential structural element, in thai:
(1) The basic chemical structures of the inter-
mediate and the final products are the same, or
(2) The chemical structures of the two products
are technically closely interrelated, the intermediate
incorporating an essential structural element into the
final product; and
(B) The intermediate and final products are
technically interrelated, this meaning that the final
product is manufactured directly from the intermediate
or is separated from it by a small number of intermedi-
ates all containing the same essential structural element.

Unity of invention may also be considered to be pres-
ent between intermediate and final products of which
the structures are not known, for example, as between an
intermediate having a known structure and a final prod-
uct the structure of which is not known, or as between an
intermediate of unknown structure and a final product
of unknown structure. In order to satisfy unity in such
cases, there shall be sufficient evidence to lead one to
conclude that the intermediate and final products are
technically closely interrelated as, for example, when the
intermediate contains the same essential element as the
final product or incorporates an essential element into
the final product.

It is possible to accept in a single international ap-
. plication different intermediate products used in differ-
ent processes for the preparation of the final product,
provided that they have the same essential structural ele-
ment.
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The intermediate and final products shall not be sepa-
rated, in the process leading from one to the other, by an
intermediate which is not new.

If the same international application claims different
intermediates for different structural parts of the final
product, unity shall not be regarded as being present be-
tween the intermediates.

If the intermediate and final products are families of
compounds, ¢ach intermediate compound shall corre-
spond to a compound claimed in the family of the final
products. However, some of the final products may have
no corresponding compound in the family of the inter-
mediate products so that the two families need not be ab-
solutely congruent.

As long as unity of invention can be recognized apply-
ing the above interpretations, the fact that, besides the
ability to be used to produce final products, the inter-
mediates also exhibit other possible effects or activities
shall not affect the decision on unity of invention,

PCT Rule 13.3 requires that the determination of the
existence of unity of invention be made without regard to
whether the inventions are claimed in separate claims or
as alternatives within a single claim.

PCT Rule 13.3 is not intended to constitute an en-
couragement to the use of alternatives within a single
claim, but is intended to clarify that the criterion for the
determination of unity of invention (namely, the method
contained in Rule 13.2) remains the same regardless of
the form of claim used.

PCT Rule 13.3 does not prevent an International
Searching or Preliminary Examining Authority or an Of-
fice from objecting to alternatives being contained with-
in a single claim on the basis of considerations such as
clarity, the conciseness of claims or the claims fee system
applicable in that Authority or Office.

LACK OF UNITY OF INVENTION

See Annex B of the Administrative Instructions for
examples of unity of invention.

The search fee which the applicant is required to pay is
intended to compensate the International Searching Au-
thority for carrying out an infernational search on the in-
ternational application, but only where the international
application meets the “requirement of unity of inven-
tion”. That means that the international application
must relate to only one invention or must relate to a
group of inventions which are so linked as to form a
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single general inventive concept (PCT Articles 3(4)(iii)
and 17(3)(a)).

If the International Searching Authority finds that the
international application does not comply with the re-
quirement of unity of invention, the applicant will be in-
vited to pay additional search fees. The International
Searching Authority will specify the reasons for its find-
ings and indicate the number of additional fees to be
paid (PCT Rules 40.1, 40.2(a) and (b)). Such additional
fees are payable directly to the International Searching
Authority which is conducting the search, either the
United States Patent and Trademark Office or Euro-
pean Patent Office, within the time limit fixed, which
must not be shorter than 15 days, if the applicant’s ad-
dress is in the same country as the International Search-
ing Authority; or 30 days, if applicant’s address is in a
country different than the country of the International
Searching Authority; and not longer than 45 days from
the date of the invitation (PCT Rule 40.3). The search
fee amounts for the U.S. and the European Patent Office
are found in each weekly edition of the Official Gazette.

The International Searching Authority will establish
the international search report on those parts of interna-
tional application which relate to the “main invention,”
that is, the invention or the group of inventions so linked
as to form a single general inventive concept first men-
tioned in the claims (PCT Article 17 (3)(a)). Moreover,
the international search report will be established also
on those parts of the international application which re-
late to any invention (or any group of inventions so
linked as to form a single general inventive concept) in
respect of which the applicant has paid any additional
fee within the prescribed time limits.

Any applicant may pay the additional fee under pro-
test, that is, accompanied by a reasoned statement to the
effect that the international application complies with
the requirement of unity of invention or that the amount
of the required additional fee is excessive (PCT Rule
40.2(c}). Any such protest filed with the U.S. Interna-
tional Searching Authority will be examined and decided
by the Group Director {37 CFR 1.477). To the extent that
the applicant’s protest is found to be justified, total or
partial reimbursement of the additional fee will be made,
On the request of the applicant, the text of both the pro-
test and the decision thereon is sent to the designated
Offices together with the international search report (37
CFR 1.477).

Where, within the prescribed time limit, the applicant
does not pay any additional fees or only pays some of the
additional fees indicated, certain paris of the interna-
tional application will consequently not be searched.
The lack of an international search report in respect of
such parts of the international application will, in itself,
have no influence on the validity of the international ap-
plication and processing of the international application
will continue, both in the international and in the nation-
al (regional) phases. The unsearched claims, upon entry
into the national stage, will be considered by the examin-
er and may be the subject of a holding of lack of unity of
invention, '

See MPEP § 1875.01 for telephone unity practice. It
applies in the same manner under Chapter 1.

UNITY OF INVENTION - NUCLEOTIDE SE-
QUENCES

Under 37 CFR 1,475 and 1.499 et seq., when ¢laims do
not comply with the requirement of unity of invention,
i.e., when the claimed subject matter does not involve
“one or more of the same or corresponding special tech-
nical features,” 37 CFR 1.475(a), an additional fee is re-
quired to maintain the claims in the same application,
37 CFR 1.476 (b).

The Commissioner has decided sua sponte to partially
waive 37 CFR 1.475 and 1.499 et seq. to permit applicants
to claim up to ten (10) nucleotide sequences that do not
have the same or corresponding special technical feature
without the payment of an additional fee. The PCT per-
mits inventions that lack unity of invention to be main-
tained in the same international application for payment
of additional fees. Thus, in international applications,
for each group for which applicant has paid additional
international search and/or preliminary examination
fees, the PTO has determined that up to four (4) such
additional sequences per group is a reasonable number
for examination. Further, claims directed to the selected
sequences will be examined with claims drawn to any se-
quence combinations which have a common technical
feature with the selected sequences. Nucleotide se-
quences encoding the same protein are considered to
satisfy the unity of invention standard and will continue
to be examined together.
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See MPEP § 803.04 for examples of nucleotide se-
quence claims impacted by this partial waiver of 37 CFR
1.475 and 1.499 et seq.

1851 Identification of Patent Documents

The examiner, in completing the international search
report as well as the Chapter II written opinion and final
report, is required to cite the references in accordance
with the provisions of Adminisirative Instructions 503
and 611. These sections of the Administrative Instruc-
tions require reference citations to include, in addition
to other information which is apparent from the forms
which the examiner fills out, an indication of the two—
letter country code of the country or entity issuing or
publishing the document and the standard code for iden-
tifying the kind of patent document. The discussion
which follows is limited to the identification of patent
documents (and nonpatent publications) and a listing of
the two—letter country codes for countries or other enti-
ties which issue or publish industrial property informa-
tion.

The standard codes for identifying different kinds of
patent documents are found in the “WIPO Handbook
on Industrial Property Information and Documenta-
tion” — WIPO Standard ST.16 which is published by the
World Intellectual Property Organization. The listing is
extensive. The Special Program Examiner in each ex-
amining Group has a complete copy of Standard ST.16.
Provided herein is an abbreviated version representing
the countries and codes commonly used by the examiner
in preparing search reports.

ULS. patent documents, for esample, are Code A doc-
uments generally. Reexamination certificates are Code
B documents, All nonpatent literature documents are
Code N. Numerical designations which are sometimes
found on published documents along with the letter code
designation should be used by the examiner only if such
numerical designation is on the document. Numerical
codes along with letter codes can be found, for example,
on certain published patent documents such as the Ger-
man Offenlegungsschrift and published international
applications. If numerical designations are not provided,
the examiner should use only the letter code designation.

The most commonly cited documents are patents. A
guideline for the citation of such documents is listed
below. The listing is indicated in the order in which the
clements should be listed.

1800 — 35

In the case of a patent document:

(A) The Office that issued the document, by the
two letter code (WIPQO Standard ST.3);

(B) The number of the document as given to it by
the Office that issued it (for Japanese patent documents
the indication of the year of the reign of the Emperor
must precede the serial number of the patent docu-
ment);

(C) The kind of document, by the appropriate
symbols as indicated on the original document or as
given in Appendix IT to WIPO Standard ST.16;

(D) The name of the patentee or applicant (in
capital letters, where appropriate, abbreviated);

(E) The date of publication of the cited patent
document indicated thereon;

(F) Where applicable, the pages, cohzmns or lines
where the relevant passages appear, or the relevant
figures of the drawings.

The following examples illustrate the citation of a pat-
ent document as indicated above:

JP 50-14535 B (NCR CORP) 28 May 1975
(28.05.75), see column 4, lines 3 to 27.

DE 3744403 Al (A. JOSEF) 29 August 1991
(29—08—91), page 1, abstract.

US 4,540,573 A (NEURATH et al.) 10 September
1985 (10/09/85), see entire document, especially column
1, lines 10-23.

STANDARD CODE FOR THE IDENTIFICATION OF
DIFFERENT KINDS OF PATENT DOCUMENTS

The Code is subdivided into mutually exclusive groups
of letters. The groups characterize patent documents,
nonpatent literature documents (N}, and restricted doc-
uments (X). Groups 1—7 comprise letters enabling iden-
tification of documents pertaining to different publica-
tion levels,

Group 1  Use for the primary or major series of
patent documents (excluding the utility
model documents of Group 2 and the
special series of patent documents of
Group 3, below)

A First publication level
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Second publication level

Third publication level

Use for utility model documents having a
numbering series other than the docu—
ments of Group 1

First publication level
Second publication level

Third ptiblication fevel

Use for major special types of patent
documents

Medicament patent documents
Plant patent docu'ments

Design patent documents

Use for special types of patent docu-
ments or documents derived from/relat-
ing to patent applications and not cov-
ered by Groups 1 to 3 above:

Documents, not covered by letter code

W, relating to patent documents and con-

taining bibliographic information and
only the text of an abstract and/or

Group 6

Use for series of patent documents or . ...
documents derived from/relating to pat-
ent applications not covered by Groups 1
to § above, according to the special re-

.quirements of each mdustrmi property .

X

List of Patent Documents, Past and Currently Pubh.shed

office

Other
Non—patent literature documents

Documents restricted to the internal use
of mdustnal property offices

and Intended o Be Publtshed in the Future

claim(s) and, whcre appmpnate adraw-

ing.
Separately publishe'd search reports

Publication, for information or other
purposes, of the translation of the whole
or part of a patent document already
published by another office or crganiza-
tion

Documents relating to utility model doc-
uments falling in Group 2 and containing
bibliographic information and only the
text of an abstract and/or claim(s} and,
where appropriate, a drawing

Use for series of patent documents not
covered by Groups 1 to 4, above

First publications level
Second publication level

Third publication level

CODE: A Patent Documents Identified
as Primary or Major Series —
First Publication Level

EXAMPLES:

Australia Standard or petty patent ap-

‘ plication

Austria Patent application (Aufgcbot)

Belgium Brevet d'invention/U 1tvmdmg—

. soctrooi .

Belgiom Brevet de perfectionnement/ .

. Verbeteringsoctrooi

Brazil Pedido de privilégio (Unex-
amined patent application for
invention}

Bulgaria Patentna zajavka predostavena
za publichna inspektzija (Pat-
ent application made available
to the public) -

Canada Patent (prior to October 1,
1989, under previcus Paterit
Act)

Canada Patent application laid open to
public inspection under .
amended Patent Act, as of Oc-
tober 1, 1989)

Cuba Patent application

Czechostovakia Patent application

Czechoslovakia Inventor’s certificate applica-
tion
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Denmark

Egypt

European Patent
Office

European Patent
Office

European Patent
Office

Finland

France

" France

France

France

France

France

France

France

Germany

Germany
(document pub-
lished by the
Patent Office of
the former
GDR)

Germany
(document pub-

lished by the
Patent Office of
the former
GDR)

Hungary

India

PATENT COOPERATION TREATY

Almindeligt tilgaengelig paten-
tanspgning '

Patent specification

Patent application published
with search report

Patent application published
without search report

Separate publication of the
search report

Julkiseksi tullut patenttihake-
mus—Almént tilignglig paten-
tansdkan

Brevet d’invention, premiére et
unique publication

Certificat d’addition & un bre-
vet d’invention, premiére et
unique publication

Cértificat d’utilité, premiére et
unique publication '

Certificat d’addition & uncertif-
icat d’utilité, premiére et
unique publication

Demande de brevet d’inven-
tion, premiére publication

Demande de certificat d’addi-
tion & un brevet d’invention,
premiiére publication

Demande de certificat d’utilité,
premiére publication

Demande de certificat d’addi-
tion 4 un certificat d"utilité,
premiére publication

Offenlegungsschrift

Patentschrift (Ausschliessung-
spatent), patent granted in ac-
cordance with paragraph 17.1
of the Patent Law of the for-
mer German Democratic Re-
public of October 27, 1983

Patentschrift (Wirtschaftspat-

“ent), patent granted in accor-

dance with paragraph 17.1 of
the Patent Law of the former
German Democratic Republic
of October 27, 1983

Patent application

Patent specification

Ireland

Italy

Japan

Japan
Luxembourg

Ixembourg

Netherlands

Norway

Pakistan
Poland

Republic of
Korea

Romania

Soviet Union
Soviet Union

Spain

Sweden

Switzerland

Switzerland

United Kingdom

United Kingdom
United States

World Intellectual

Property
Organization

Yugoslavia

1800 — 57

tu

1851

Patent specification

Domanda di brevetto publicata
Kokati tokkyo k6ho

Kohyo tokkyo kého

Brevet d’invention

Certificat d’addition & un bre-
vet d‘invention

Terinzagegelegging

Alment tilgjengelige pa-
tentsOknader

Patent specification
Opis zgloszeniowy wynalazku
Konggae t'ukho kongbo

Descrieréa inventiei

Opisanie izobreteniya k paten-

Opisanie izobreteniya k avtors-
komu svidetelstvu

Patente de invencion
Allmant tillganglig patentanso-
kan :

Auslegeschrift/Fascicule de la
demande/Fascicolo della do-
manda (Patent Application

* - published and pertaining to the

technical fields for which
search and examination as to
novelty are made)

Patentschrift/Fascicule du bre-
vet/Fascicolo del brevetto (Pat-
ent published and pertaining to
the technical fields for which
neither search nor examination
as to novelty are made)

Patent specification (old Law;
not printed on documents)

Patent application (new Law)
Patent

International application pub-
lished with or without the in-
ternational search report

Patenta prijava koja se moze
razgledafi
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CODE: B -

EXAMPLES:

Australia

Austria
Brazil

Canada

Cuba
Czechoslovakia

Czechoslovakia

Denmark
Denmark
Finland

France

France

France

France

Germany

Germany
(document pub-

lished by the
Patent Office of
the former
GDR)

Germany
(document pub-

lished by the
Patent Office of
the former
GDR)
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Patent Documents Identified
as Primary or Major Series —
Second Publication Level

Accepted standard or petty |
patent

Patentschrift

Patente (granted patent of in-
vention)

Reissue patent (prior to Octo-
ber 1, 1989, under previous
Patent Act)

Patente de invencién
Popis vynalezu k patentn

Popis vynalezu k autorskemu
osvedceni

Fremlaeggelsesskrift (old Law)
Patentskrift

Kuulutusjutkaisu —
Utlaggningsskrift -

Brevet d'invention, deuxiéme
publication de invention

Certificat d’addition a un bre-
vet  invention, deuxiéme
publication de Pinvention

Certificat d’utilité, deuxiéme
publication del'invention

Certificat d’addition a un cer-
tificat d’utilité, deuxiéme pub-
lication de
Iinvention

Auslegeschrift

Patentschrift (Ausschliessung-
spatent), patent granted in ac-
cordance with paragraph 18.1
of the Patent Law of the for-
mer German Democratic Re-
public of October 27, 1983

Patentschrift {Wirtschaftspat-
ent), patent granted in accor-
dance with paragraph 18.1 of
the Patent Law of the former
German Democratic Republic
of October 27, 1983
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Hungary
Japan
Netherlands

Norway
Poland

Republic of
Korea

Switzerland

United Kingdom
United Kingdom

United States

CODE: C

EXAMPLES:
Argentina

Australia

Dénmark
Finland
Germany

Germany
{document pub-
lished by the
Patent Office of
the former
GDR)

Netherlands
Norway

Sweden

United Kingdom

Szabadalmi leiras
Tokkyo kdhd

Openbaar gemaakte oc-
trooiaanvrage

Utlegningsskrift

~ Opis patentowy

T’ukho kongbo

Patentschrift/Fascicule du bre-
vet/Fascicolo del brevetto (Pat-
ent published and pertaining to
the technical fields for which
search and ex amination as to
novelty are made)

Amended patent
specification (old Law)

Patent specification
(new Law)

Reexamination certificate

Patent Documents Identified
as Primary or Major Series —
Third Publication Level

Patente de invencién (Patent)

Standard or petty patent,
amended after acceptance

Patentskrift (old Law)
Patentti (Patent)
Patentschrift

Patentschrift (Ausschliessung-
spatent), Patent granted in ac-
cordance with paragraph 19 of
the Patent Law of the former
German Democratic Republic
of October 27, 1983

Qctrooi
Patent
Patentskrift

Amended patent specification
(new Law)



CODE: E

EXAMPLES:
France

United States _

CODE: H

EXAMPLE:
United States

CODE M:
EXAMPLES:

France
France

CODE: P

EXAMPLE:
United States

CODE: §

EXAMPLES:
Brazil

United States

PATENT COOPERATION TREATY - 1851

Patent Documents Identified
as Series Other Than the Doc-
uments Coded A, B,C, U, Y,
Z,M, PS8, T.W,LorR — First
Publication Level

- Certificat daddition & brevet
" d’invention (old Law)

Reissue patent

,Patent Documents Identified

in Series According to Special

. Requirements of Individual In-

dustrial Property Offices

Statutory invention registration
Medicament Patent Documents

Brevet spécial de médicament

Addition 3 un brevet spécial de
médicament

_ Plant Patent Documents

Plant patent

. Design Patent Documents

Pedido de privilégio (unex-
amined patent application for
industrial model})

Design patent
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CODE: U Utility Model Documents
Numbered in Series other than
the Documents of
Group I First Publication
fevel

EXAMPLES:

Brazil ' Pedido de privilégio (unex-
amined patent application for
industrial model)

Germany Giebrauchsmuster

Japan Kékal jitsuy5 shin-—an k6ho
(Published unexamined utility

‘ mode] application)
Republic of Konggae shilyong shin—an
Korea “kongbo _

Spain Solicitud de modelo de utilidad

CODE: Y Utility Model Documents

Numbered in Series other than
the Documents of Group I—
Second Publication Level

EXAMPLES:

Brazil ~ Patente {(granted patent of util-
ity model)

Tapan ' Jitsuy® shin—an k&hd (Pub-

- lished examined utility model
application)

Spain Meodel o de utilidad

Country Codes

The two—letter country codes listed below are set
forth in WIPO Standard ST.3, which is published in the
“WIPO Handbook on Industrial Property Information
and Documentation” and is accessible via the internet at
the WIPO website (www.wipo.org). WIPO Standard
ST3 provides, in Annex A, Section 1, a listing of two—
letter country codes and/or organizational codes in al-
phabetic sequence of their short names for the states,
other entities and intergovernmental organizations issu-
ing or publishing industrial property documents. Codes
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for states or organizations that existed on January 1, Burking Faso
1978. but that no longer exist are provided in Annex B, Burundi
Section 2. Cambodia
' Camercon
Annex A, Section 1 Canada
List of States, Other Entities and Intergovernmental
Organizations, in Alphabetic Sequence of Their Short Cape Verde
Names, and Their Corresponding Codes Cayman Istands
Central African Republic
Afghanistan ‘ AF Chad
African Intellectual Propeity OA Chile
Organization (OAPI) China
African Regional Industrial Property AP Colombia
Organization (ARIPO) Co
Albania AL motes
Co
Algeria Dz nEo
American Samoa AS Cook ISl_ands
Angola AO Costa Rica
Anguilia Al Coite d’Ivoire
Antigua and Barbuda AG Croatia
Argentina AR Cuba
Armenia AM Cyprus
Aruba AW Czech Republic
Australia AU Democratic Peopie’s Republic
of Korea
Austria AT Denmiark
Azerbaijan Ditbouti
Bahamas BS -
: Dominica
Bahrai BH ;
2 ran; o Dominican Republic
B BD )
a“bglz s I East Timor
B BB
Arvacos Ecuador
Belarus BY
. Egypt
Belgium BE
El Salvador
Belize BZ
Equatorial Guinea
Benelux Trademark Office (BBM) BX )
and Benelux Pesigns Office Eritrea
(BBDM) Estonia
Benin BJ Ethiopia
Bermuda BM Eurasian Patent Organization
Bhittan BT (EAPO)
Bolivia BO European Community
. ) Trademark Office (See Office
Bosnia and Herzegovina BA for Harmonization in the Internal
Botswana BW Market)
Bouvet Istand BV European Patent Office (EPQ)
Brazil BR Faikland Islands (Malvinas)
Brunei Darussalam BN Faroe Islands
Bulgaria BG Fiji
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CF
T
CL
CN
{88

CG
CK
CR
Cl

HR
cu

CZ

DK
DI
DM
DO
TP
EC
EG
sV
GO
ER
EE
ET
EA

EP

EP
FK
FO
FI



Finland
France
Gabon
Gambia
Georgia
Germany
Ghana
Gibraltar
Greece
Greenland
Grenada
Guatemala
Guinea
Guinea~Bissau
Guyana
Haiti

Holy See
Honduras
Hong Kong
Hungary
Iceland
India
Indonesia

International Bureau of the World
Intellectual Property Organization
(WIPO)

Iran (Islamic Republic of)
Irag

Ireland

Israel

Ttaly

Famaica

Japan

Jordan

Kazakstan

Kenya

Kiribati

Korea (See Democratic People’s

Republic of Korea; Republic of
Korea)

Kuwait
Kyrgyzstan
Laos
Latvia

Lebanon
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F1
FR
GA
GM
GE
DE
GH
GI
GR
GL
GD
ar
GN
GW
GY
HT
VA
HN
HK
HU
Is
IN
1D
1B, WO

IR
10
IE
1L
T
™M
P

AER S

KG
LA
v
LB

Lesotho

Liberia

Libya

Liechtenstein
Lithuania
Luxerhbourg

Macau

Madagascar

Malawi

Malaysia

Maldives

Mali

Malta

Marshall Islands
Mauyritania
Mauritius

Mexico

Micronesia (Federal States of)
Monaco

Mongolia
Montserrat
Moroceo
Mozambigue
Myanrnar'

Namibia

Nauru

Nepal

Netherlands
Netherlands Antiiles
New Zealand
Nicaragua

Niger

Nigeria

Northern Mariana Eslands
Norway |

Office for Harmonization in the
Internal Market (Trademarks and
Designs) (OHIM)

Oman

Pakistan

Palau

Panama

Papua New Guinea

Paraguay

LR
EY
X
Lr
LU
MO
MG
MW
MY
MV
ML

- MT

MH
MR
MU
MX
FM
MC
MN
MS
MA
MZ
MM
NA
NR
NP
NL

NZ
NI

NE
NG
MP
NO
EM

OM
PK
PW
FA
PG
Py
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Peru

Philippines

Poland

Portugal

Qatar

Republic of Korea
Republic of Moldova
Romania

Russian Federation
Rwanda

Saﬁt Helena

Saint Kitts and Nevis
Saint Lucia

Saint Vincent and the Grenadines
Samoa

San Marino

Sao Tome and Principe
Saudi Arabia
Senegal

Seychelles

Sierra Leone
Singapore

Slovakia

Slovenia ‘
Solomon Islands
Somalia

South Atrica

South Georgia and the South
Sandwich Islands

Spain

Sri Lanka
Sudan
Suriname
Swaziland
Sweden
Switzerland
Syria
Taiwan, 'i"rovi.nce of China
'Iéjikistan
Thailand

The Former Yugoslav Republic
of Macedonia

Togo
Tonga
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PE
PH
PL
PT
QA
KR
MD
RO
RU
RwW
SH
KN
ic
vC
WS
SM
ST
SA
SN
SC
SL
8G
SK
SI
SB
S0
ZA
GS

ES
1K
SD
SR
Sz
SE
CH
SY

TW .

T
TH
MK

TG
TO

Trinidad and Tobago ™
Tunisia TN
Turkey TR
Turkmenistan ™
Turks and Caicos Islands TC
Tavalu v
Uganda UG
Ukzaine UA
United Arab Emirates AE
United Kingdom GB
United Republic of Tanzania TZ
United States of America uUs
Uruguay Uy
Uzbekistan UZ
Vanuatu vuU
Vatican City State (See Holy See) _
Venezuela VE
Viet Nam VN
Virgin Islands (British) VG
Western Sahara EH
World Intellectual Property WO, IB

Organization (WIPO)

{International Bureau of)
Yemen YE
Yugoslavia . YU
Zaire ZR
Zambia M
Zimbabwe ZW

Annex B, Section 2

List of States or Organizations That Existed on
* January 1, 1978, But That No Longer Exist

Czechoslovakia (]
Democratic Yemen SY/YD
German Democratic Republic DL/DD
Interpational Patent Institute iB
Soviet Union . su

1852 International--Type Search

PCT Rule 41
Earlier Search Other Than International Search

41.1. Obligation to Use Results; Refund of Fee

If reference has beent made in the request, in the form provided forin
Rule 4.11, to an international—type search carried out under the
conditions set out in Article 15(5) or to a search other than an
international or international —type search, the International Searching
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PATENT COOPERATION TREATY 1853

Autherity shall, to the extent possible, use the results of the said search in
establishing the international search report on the international applica-
tion, 'The International Searching Authority shall refund the search fee, to
the extent and under the conditions provided for in the agreement under
Article 16(3)(b) or in a communication addressed to and published in the
Gazette by the International Bureau, if the international search report could
wholly or partly be based on the results of the said search.

37 CFR 1.104.  Nature of examination.
(a) Examiner’s action.

Bk Aok

(3) Aninternational~type searchwillbe made in all national
applications filed on and after June 1, 1978, .

(4) Anynationalapplicationmayalsohave aninternational—
type search report prepared thereon at the time of the national
examination on the merits, upon specific written request therefor and
payment of the international—-type search report fee set forth in
§ 1.21(e). The Patent and Trademark Office does not require that a
formal report of an international —type search be prepared in order to
obtain a scarch fee refund in a later filed international application,

WA e ke e

PCT Rule 41 provides that the applicant may request
in a later filed international application that the repost
of the resuits of the international—type search, i.e., a
search similar to an international search, but carried out
on a national application (37 CFR 1.104(a)(3) and
(a)(4)), be used in establishing an international search
report on such international application. An interna-
tional—type search is conducted on all U.S. national
nonprovisional applications filed after June 1, 1978.
Upon specific request, at the time of the examination of
a U.S. national nonprovisional application and provided
that the payment of the appropriate international ~type
search report fee has been made (37 CFR 1.21(e)) an in-
ternational-type search report Form PCT/ISA/201 will
also be prepared.

1853 Amendment Under PCT Article 19

PCT Article 19
Amendment of the Claims before the
International Bureau

(1) The applicant shall, after having received the international
search report, be entitled to one opportunity to amend the claims of the
international application by filing amendments with the International
Bureau within the prescribed time limit. He may, at the same time, file a
brief statement, as provided in the Regulations, explaining the amend-
ments and indicating any impact that such amendments might have on
the description and the drawings.

{2} The amendments shall not go beyond the disclosure in the
international application as filed.

1800 — 63

{3) If the national law of any designated State permits amend-
ments to go beyond the said disclosure, failure to comply with paragraph
(2) shall have no consequence In that State,

PCT Rule 46 . :
Amendment of Claims before the International Bureau

46.1. Time Limit ,

The time limit referred to in Article 19 shall be two months from the
date of transmittal of the international search report to the International
Bureau and to the applicant by the International Searching Authorityor
16 months from the priofity date, whichever time expires later, provided
that any amendment made under Article 19 which is received by the
International Bureau after the expiration of the applicable time Hmit
shall be considered to have been received by that Bureau on the last day
of that time limit if it reaches it before the technical preparations for
international publication have been completed.

46.2. Where to file
Amendments made under Article 19 shall be filed directly with the
International Bureau.

46.3. Language of Amendments .

iftheinternationalapplication hasbeen filedinalangnage otherthan
thelanguage inwhichitispublished, any amendment made under Article
19 shall be in the language of publication.

46.4. Statement

{a) The statement referred to in Article 19(1) shall be in the
languageinwhich the international applicationispublished and shall not
exceed 500 words if in the English language or if translated into that
language. The statement shall be identified as such by a heading,
preferably by using the words “Statement under Article 19(1)” or their
equivalent in the language of the statement. '

(b) The statement shall contain no disparaging comments on
the international search report or the relevance of citations contained in
thatreport. Reference tocitations, relevant to a given claim, contained in
the international search report may be made only in connection with an
amendment of that claim.

46.5. Form of Amendments o

The applicant shall be required to submit a replacement sheet for
every sheet of the claims which, on account of an amendment or
amendmentsunder Article 19, differs from thesheet originally filed, The
letter accompanying the replacement sheets shall draw attention to the
differences between the replaced sheets and the replacement sheets. To
the extent that any amendment results in the cancellation of an entire
sheet, that amendment shall be communicated in a letter.

(b) and () fDeleted]

37 CFR 1.415.  The International Bureau.

{a) The International Bureau is the World Intellectual Property
Organization located at Geneva, Switzerland. It is the international
intergovernmental organization which acts as the coordinating body
under the Treaty and the Regulations (PCT Axt. 2 (xix) and 35 US.C.
351(h)).

(b) The major functions of the International Bureau include:

{1) Publishing of international applications and the Interna-
tional Gazette;

(2) 'Fransmitting copies of international applications to Des-
ignated Offices;

(3) Storing and maintaining record copies; and
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(4} ‘Fransmitting information to authorities pertinent to the
processing of specific international applications,

PCT Administrative Instructions Section 205
Numbering and Identification of Claims Upon Amendment

(a) Amendments to the claims under Article 19 or Article
34(2)(b) may be made either by cancelling one or more entire claims, by
adding one or more new claims or by amending the text of one or more of
the claims as filed. All the claims appearingona replacement sheet shall
be numbered in Arabic numerals. Where a claim is cancelled, no
renumbering of the other claims shall be required. In all cases where
¢claims are renumbered, they shall be renumbered consecutweiy N

(b) Theapplicantshall, in the letter referred to inthesecond and
third sentences of Rule 46.5(a) or in the second and fourth sentences of
Rule 66.8(a), indicate the differences betweenthe claims as filedand the
claims as amended. He shall, in particular, indicate in the said letter, in
connectionwith each claim appearing in the international application (it
being understood that identical indications concerning several claims
may be grouped), whether:

(i) the claim is unchanged;

(i} the claim is cancelled;

(iii) the claifm is new;

{iv) the claim replaces one or more claims as filed;

{v) the claim is the result of the division of a claim as filed.

The applicant has only one opportunity to amend the
claims only of the international application after is-
suance of the Search Report. The amendments to the
claims must be filed directly with the International Bu-
reau, usually within 2 months of the date of mailing of the
Search Report, If the amendments to the claims are
timely received by the International Bureau, such
amendments will be published as part of the pamphlet di-
rectly following the claims as filed. Article 19 offers ap-
plicants the opportunity to generally amend the claims
before entering the designated Offices. The national
laws of some designated Offices may grant provisional
protection on the invention from the date of publication
of the claims. Therefore, some applicants take advan-
tage of the opportunity under Article 19 to polish the
claims anticipating provisional protection, See PCT
Rule 46.5.

1857 International Publication

P_CTArticle 21
Intematigmil Publication

(1) The International Bureau shall publish international ap-
plications.

(2Xa) Subject tothe exceptions provided forin subparagraph ()]
and in Article 64(3), the international publication of the international
application shall be effected promptly after the expiration of 18 months
from the priority date of that appiication.

(b) The applicant may ask the International Bureau to
publish his international application any time before the expiration of
the time limit referred to in subparagraph (a). The International Bureau
shall proceed accordingly, as provided in the Regulations, -

(3) - The international search report or the declaration referrcd
toin Article 17(2)(a) shall be published as prescribed in the Regulations.

(4) The language and form of the international publication and
other details are governed by the Regulations.

(5) There shall be no international publication if the . interna-
tional application is withdrawn or is considered withdrawn before the
technical preparations for publication have been completed.

(6) 1f the international application contains expressions or
drawings which, in the opinion of the International Bureau, are contrary
to moralily or public order, or if, in its opinion, the international
application contains disparaging statements as defined in the Regula-
tions, it may omit such expressions, drawings, and statements, from its
publications, indicating the place and number of words or drawings
omitted, and furnishing, upon request, mdw&dual gopies of the passages
omitted.

PCT Article 29
Effects of the International Publication

(1) As far as the protection of any rights of the applicant in a
designated State is concerned, the effects, in that State, of the interna-
tional publication of an international application shall, subject to the
provisions of paragraphs (2} to (4), be the same as those which the
nationatlawofthe designated State provides for the compuisorynational
publication of unexamined national applications as such. - :

(2) If the language in which the international publication has
been effected is different from the language inwhich publications under
thenational law are effected in the designated State, the said national law
may ptovide that the effects provided for in paragraph (1) shall be
applicable only from such time as:

() atranslaton into the latter language has been published
as provided by the national faw, or '

(i} a translation into the latter language has been made
available to the public, by laying open for public inspection as provided
by the national law, or C

(iti) a translation into the latter language has been trans-
mitted by the applicantto the actual or prospectwe unauthonzed user of
the invention claimed in the intérnational application, or

{iv} both the acts described in (i) and (iii), or both the acis
described in (i) and (jif), have taken place.

(3) The national law of any designated State may provide that,
where the internationa] publication has been effected, on the request of
the applicant, before the expiration of 18 months from the priority date,
the effects provided forin paragraph (1) shallbe applicable onlyfromthe
expiration of 18 months from the priority date.

{4) Thenationallaw of any designated State may providethatthe
effects provided for in paragraph (1) shall Be applicable only from the
date onwhich a copy of the international application as published under
Articlé 21 has been received in the national Office of or acting fot such
State. The said Office shall publish the date’ of recexpt in its gazette as
soon as possible.

PCT Administrative Instructions Section 404
International Publication Number of International Application

The International Bureaushall assign to each publishedinternational
application an international publication number which shallbe different
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from the international application number. The international publica-
tion number shall be used on the pamphlet and in the Gazette entry. It
shall consist of the two--letter code WO followed by & two—digit
designation of the last two numbers of the year of publication, aslant, and
a serial number consisting of five digits (e.g., WO78/12345).

35US.C. 374.  Publication of international application: Effect.

The publication under the treaty of an international application
shall confer no rights and shall have no effect under this title other
than that of a printed publication.

The publication of international applications current-
ly occurs every other Thursday. Under PCT Article 20
the International Bureau sends copies of published ap-
plications to each of the designated Offices on the day of
publication. Until October 1, 1995, as a PCT member
country, the U.S. Patent and Trademark Office received
copies of all published international applications in
printed form for inclusion in the examiner search files,
The U.S. Patent and Trademark Office now receives
the published international applications on CD—-ROM
disks. For information on obtaining copies of these ap-
plications, see MPEP § 901.05(c).

1859 Withdrawal of International
Application or Designations

PCT Administrative Instructions Section 326
Withdrawal by Applicant under Rule 9095 I, 90552 or 99%is 3

(a) The receiving Office shall promptly transmit to the Interna-
tional Bureau any notice from the applicant effecting withdrawal of the
international application under Rule 90%15,1, of a designation under
Rule 90%.2 or of a priority claim under Rule 90%53 which has been
filed withittogetherwith anindicationof the date of receipt of the notice.
If the record copy has not yet been sent to the International Bureau, the
receiving Office shall transmit the said notice together with the record
Copy.

(b} Ifthe search copy has already been sent to the International
Searching Authority and the international application is withdrawn
under Rule 90%5.1 or a priority claim is withdrawn under Rule 90bis3,
thereceiving Office shall proinptly transmit a copy of the notice effecting
withdrawal to the International Searching Authority,

(c) I the search copy has not yet been sent to the International
Searching Authority and the international application is withdrawn
under Rule 90Y,1, the receiving Office shall notsend the search copyto
the International Searching Authority and shall, subject to Section 322,
refund the search fee to the applicant uniess it has already been
transferred to the International Searching Authority, If the search fee
has already been transferred to the International Searching Authority,
the receiving Office shall send a copy of the request and of the notice
effecting withdrawal to that Authority.

(d) Tfthe search copy has not yei been sent to the International
Searching Authority and a priority claim is withdrawn under
Rule 90%53, the receiving Office shall transmit a copy of the notice

effecting withdrawal to the International Searching Authority together
with the search copy.

PCT Administrative Instructions Section 414
Notification to the International Preliminary Examining
Authority Where the International Application or the
Designations of All Elected States Are Considered Withdrawn

1fademand has been submitted and the international application or
the designations of all designated States which have been elected are
considered withdrawn under Article H(1),(3)or (4),theInternational
Bureau shall promptly notify the International Preliminary Examining
Authority, unless the international preliminary examination report has
already isswed,

The applicant may withdraw the international ap-
plication by a notice addressed to the International Bu-
reau or to the receiving Office and received before the
expiration of 20 months from the priority date. Where a
Demand for international preliminary examination has
been filed before the expiration of 19 months from the
priority date, the international application may be with-
drawn by a notice addressed to the International Bureau
or to the International Preliminary Examining Authority
and received before the expiration of 30 months from
the priority date. Any such withdrawal is free of charge.
A notice of withdrawal must be signed by all the appli-
cants, An appointed agent or appointed common repre-
sentative may sign such a notice on behalf of the appli-
cant or applicants who appointed him, but an applicant
who is considered to be the common representative may
not sign such a notice on behalf of the other applicants.
As to the case where an applicant inventor for the United
States of America refuses to sign or cannot be found or
reached see PCT Rule 90Y,5(b).

The applicant may prevent international publication
by withdrawing the international application, provided
that the notice of withdrawal reaches the International
Bureau before the completion of technical preparations
for that publication. The notice of withdrawal may state
that the withdrawal is to be effective only on the condi-
tion that international publication can still be prevented.
In such a case the withdrawal is not effective if the condi-
tion on which it was made cannot be met that is, if the
technical preparations for international publication
have already been completed. International publication
may be postponed by withdrawing the priority claim.

The applicant may withdraw the designation of any
State by a notice addressed to the International Bureau
or to the receiving Office and received before the expira-
tion of 20 months from the priority date. Where a De-
mand for international preliminary examination has
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been filed before the expiration of 19 months from the
priority date, the designation of any elected State may be
withdrawn by a notice addressed to the International
Preliminary Examining Authority and received before
the expiration of 30 months from the priority date. Any
such withdrawal is free of charge. A notice of withdrawal
must be signed by all the applicants. An appointed agent
or appointed common representative may’sign such a
notice on behalf of the applicant or applicants who ap-
pointed him, but an applicant who is considered to be the
commion representative may not sign such a notice on be-
half of the other applicants, If all designations are with-
drawn, the international application will be treated as
withdrawn,

The applicant may withdraw a priority claim made in
the international application by a notice addressed to
the International Bureau or to the receiving Office and
received before the expiration of 20 months from the
priority date. Where a Demand for international prelim-
inary examination has been filed before the expiration of
19 months from the priority date, the notice must be re-
ceived before the expiration of 30 months from the
priority date. In the latter case, the notice may also be ad-
dressed to the International Preliminary Examining Au-
thority. Any or all of the priority claims may be so with-

drawn. Any such withdrawal is free of charge. Anotice of

withdrawal must be signed by all the applicants. An ap-
pointed agent or appointed common representative may
sign such a notice on behalf of the applicant or applicants
who appointed him, but an applicant who is considered
to be the common representative may not sign such a no-
tice on behalf of the other applicants.

Where the withdrawal of a prxonty claim causes a
change in the priority date of the international apphca~
tion, any time lirnit which is computed from the original
priority date and which has not yet expired—for exam-
ple, the time limit before which processing in the nation-
al phase cannot start—is computed from the priority
date resulting from the change. (It is not possible to ex-
tend the time limit concerned if it has already expired
when the priority claim is withdrawn.) However, if the
notice of withdrawal reaches the International Bureau
after the completion of the technical preparations for in-
ternational publication, the International Bureau may
proceed with the international publication on the basis
of the time limit for international publication as com-
puted from the original priority date.

1860 International Preliminary Examination

EXAMINATION PROCEDURE

The International Preliminary Exziin_ination is to be
carried out in accordance with PCT Article 34 and PCT
Rule 66. After the Demand is checked for coinpliance
with PCT Rules 53 — 55, 57 and 58, the first step of the
examiner is to study the deSCI‘lptiOIk the drawings (if
any), and the claims of the mternat;onal appiacation and
the documents describing the prior art as c:ted in the
International Search Report.

A Written Opinion must be prepared if the examiner:

(A) Considers that the international application
has any of the defects described in PCT Article 34(4)
concerning subject matter which is not required to be
examined or which is unclear or inadequately supported;

(B) Considers that the report should be negative
with respect to any of the claims because of a lack of
novelty, inventive step (non—obviousness) or industrial
applicability as described in PCT Article 33(2) — (4);

(C) Notices any defects in the form or contents of
the international application;

(D) Considers that any amendment goes beyond
the disclosure in the international application as origi-
nally filed; '

(B) Wishes to make an observation on the clarity
of the claims, the description, the drawings or to the
question whether the claims are fully supported by the
description (PCT Rule 66.2);

(F) Decides not to carry out the international
preliminary examination on a claim for which no
International Search Report was issued; or

. (G) Considers that no acceptable amino -acid

" sequence listing is available in a form that would allow a

meaningful international preliminary exainination to be
carried out,

The Written Opinion is prepared on form PCT/
IPEA/408 to notify applicant of the defects found in the
international application. The examiner is further re-
quxred to fully state the reasons for his/her opinion (PCT
Rule 66.2(b)) and invite a written reply, with amend-
ments where appropriate (PCT Rule 66.2(c)), normally
setting a 2 month titne limit for the reply.
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The applicant may reply to the invitation by making
amendments or, if applicant disagrees with the opinion
of the examiner, by submitting arguments, as the
case may be, or both.

Fhe U.S. Rules of Practice pertaining to international
preliminary examination of international applications
permit a second Written Opinion in those cases where
sufficient time is available. Normally only one Written
Opinion will be issued. Any reply received after the expi-
ration of the set time limit will not normally be consid-
ered in preparing the International Preliminary Ex-
amination Report. In situations, however, where the ex-
aminer has requested an amendment or where a later

1861 Chapter II Basic Flow

1861

amendment places the application in better condition
for examination, the amendment may be considered by
the examiner.

If the applicant does not reply to the Written Opinion
within the set time period, the International Preliminary
Examination Report will be prepared after expiration of
the time limit plus sufficient time to have any reply clear
the Mail Center.

If, after initial examination of the international ap-
plication, there is no negative statement or comment to
be made, then only the International Preliminary Ex-
amination Report will issue without a Written Opinion
having been issued.

Basic Flow under PCT Chapter 1|
Months 18 28 30
. b d Trang-
Applicant Feon [om;jozq [Feiv]  o[Repore] | iatin
International NI o[Report
Bureau
International !
Preliminar Demand ‘
Examining Y Fees Opintonf [Reply] {Report]
Authority
Elected Nt:.ice
Offices Rt
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1862 Agreement with the International
Bureau To Serve as an International
Preliminary Examination Authority

PCT Article 32
The International Preliminary Examining Authority

(1) International preliminary examination shall be carried out
by the International Preliminary Examining Authority.

{2) In the case of demands referred to in Article 31(21(a), the
receiving. Office, and, in the case of demands referred to in Article
31(2)(b), the Assembly, shall, in accordance with the applicable
agreement between the interested International Preliminary Examining
Authority or Authorities and the International Bureau, specify the
International Preliminary Examining Authority or Authorities compe-
tent for the preliminary examination.

(3) The provisions of Article 16(3) shall apply, mutatis mutan-
dis, in respect of the International Preliminary Examining Authorities.

PCT Article 34
Procedure before the International Preliminary
Examining Authority

{1) Procedure before the International Preliminary Examining
Authority shall be governed by the provisions of this Treaty, the
Regulations, and the agreement which the International Bureau shall
conclude, subject to this Treaty and the Regulations, with the said
Authority.

EEEE LS

37 CER 1.416. The United States International Preliminary
Examining Authority.

(a) Pursuanttoappointment by the Assembly, the United States
Patent and Trademark Office will act as an International Preliminary

Examining Authority for international apphcatxons fited in the United.

States Receiving Office andin other Receiving Offices as may be agreed
upon by the Commissioner, in accordance with agreement between the
Patent and Trademark Office and the International Bureau.

(b) TheUnited States Patentand Trademark Office, whenacting
as an International Preliminary Examining Authority, will be identified
by the full title “United States International Preliminary Examining
Authority” or by the abbreviation “IPEA/US.”

(c) The major functions of the International Preliminary
Examining Authority include:

{1} Receiving and checking for defects in the Demand;
(2) Forwarding Demands in accordance with PCT Rule 59.3;
(3) Coilecting the handling fee for the International Bureau

and the preliminary examination fee for the United States International

Preliminary Examining Authority;

{(4) Informing applicant of receipt of the Demand;

{5) Considering the matter of unity of invention;

{6) Providing an international preliminary examination
report which is a nonbinding opinfon on the questions whether the
claimed invention appears to be novel, to involve inventive step (to be
nonobvious), and to be industrially applicable; and

July 1998

(7) Transmitting the international preliminary examination
report to applicant and the International Bureau.

An agreement was concluded between the United
States Patent and Trademark Office (USPTO) and the
International Bureau under which the USPTO agreed to
setve as an International Preliminary Examining Au-
thority for those applications filed in the USPTO as a
Receiving Office and for those international applica-
tions filed in other receiving Offices for which the USP-
TO has served as an International Searching Authority.

The agreement is provided for in PCT Articles 32(2)
& (3) and 34(1), and in PCT Rules 59.1, 63.1, 72.1, and
77.1(a). Authority is given in 35 U.S.C. 361(c), 362(a)
& (b) and in 364(a). 37 CFR 1.416(a) and PCT Admmxs—
trative Instructions Section 103(c) are also relevant.

1864 The Demand and Preparation for
Filing of Demand

37 CFR 1.480. Demand for international preliminary examina-
tion.

(2) Onthefiling of a proper Demand inanapplication for which
the United States International Preliminary Examining Authority is
competent and for which the fees have been paid, the international
application shall be the subject of an international preliminary exaniina-
tion. The preliminary examination fee (§1.482(a)(1)) and the handiing
fee (§1.482(b)) shall be due at the time of filing of the Demand.

{b) The Demand shall be made on a standardized form. Copies
of printed Demand forms are available from the Patent and Trademark
Office. Letters requesting printed Demand forms shoutd be marked
Box PCT .

{c) I the Demand is made prior to the expiration of the 15th
monthfrom the priority date and the United Statesof America iselected,
the provisions of §1.495 shall apply rather than §1.494.

(d) Withdrawal of a proper Demand prior to the start of the
international preliminary examination will entitle applicant to a refund
of the preliminary examination fee minus the amount of the transmittal
fee set forth in §1.445(a){1).

Once applicant has requested the filing of an interna-
tional application under Chapter T which affords appli-
cants the benefit of an international search, applicant
has the right to file a Demand for preliminary examina-
tion. The use of the term “Demand” distinguishes Chap-
ter Il from the “Request” under Chapter 1. Applicants
who timely and properly file a Demand for preliminary
examination are able to defer or delay the time for entry
into the national stage from 20 months (under Chapter I)
to 30 months from the earliest priority date. It is not pos--
sible to file a Demand unless a proper Chapter 1
“Request” for an international application has been
filed.
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The Demand should be filed on PCT Form PCT/
IPEA/401 along with the fee transmittal sheet. For infor-
mation on obtaining these forms free of charge, see
MPEP § 1730.

1864.01 . Amendments Filed with Demand

PCT Rule 66
Procedure before the International Preliminary Exammmg
. Authority

= ek &k

66.8. Form of Amendments

(a) Subject to paragraph {b), the applicant shall be required to
submit a replacement sheet for every sheet of the international
application which, on account of an amendment, differs from the sheet
previously filed. The leiter accompanying the replacement sheets shall
draw attention to the differences between the replaced sheets and the
replacement sheets and shall preferably also explain the reasons for the
amendment.

(b) Where theamendmentconsistsinthe deletion of passages or
in minor alterations or additions, the replacement sheet referred to in
paragraph (a) may be a copy of the relevant sheet of the international
application containing the alterations or additions, provided that the
clarity and direct reproducibility of that sheet are not adversely affected,
To the extent that any amendment results in the cancellation of an entire
sheet, that amendment shali be communicated in a letter which shall
preferably also explain the reasons for the amendment.

ok & AR

37 CFR 1.485. Amendments by applicant during international
preliminary examination.

(a). The applicant may make amendments at the time of filing of
the Demand. The applicant may also make amendmentswithin the time
limit set by the International Preliminary Examining Authority for reply
to any notification under § 1.484(b) or to any written opinion. Any such
amendments must:

(1) Be made by snbmlttmg a replacement sheet in com-
pliance with PCT Rules 10 and 11.1 to 1113 for every sheet of the
application which diffexs from the sheet it replaces unless an entire sheet
is cancelied; and

(2) Include a description of how the replacement sheet
differs from the replaced sheet. Amendments that do not comply with
PCT Rales 10 and 11.1 to 11.13 may not be entered. ,

. () Ifanamendment cancels an entire sheet of the international
apphcanon that amendment shall be communicated in a letter,

Amendments may be filed with the Demand (PCT
Article 34) if desired to place the application claims in
better condition for international preliminary examina-
tion. Such amendments, however, may not include new
matter and must be accompanied by a description of how
the replacement sheet differs from the replaced sheet.

Amendments filed after the Demand cannot be as-
sured of consideration since the examiner will be taking

1808 — 69
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up the application to draft the written opinion rather
promptly because of the short examination period.

186402 Applicant’s Right to File a Demand

PCT Article 31
Demand for International Preliminary Examination

LE2 2 23

{(2)(a) Any applicantwhoisa resident or national, as defined in'the
Repulations, of a Contracting State bound by Chapter 11, and whose
international application has been filed with the receiving Office of or
acting for such State, may make ademand for international preliminary
examination.

LELE L]

PCT Rule 54 L
The Applicant Entitled to Make & Demand i

54.1. Residence and Nationality :
The residence or nationality of the applicant shall, for thepurposes of
Article 31(2), be determined according to Rules 18.1 and 18.2.

54.2. Right to Make a Demand .
The right to make a demand under Article 31¢2) shall exist if the
applicant making the demand or, if there are two or more applicants, at
least one of them is a resident or national of a Contracting State bound by
Chapter 1I and the international application has been filed with a
receiving Office of or actingfor a Contracting State bound by Chapter I¥.
(1) [Deleted] .
(ii) [Deleted]

54.3. [Deleted]

54.4. Applicant Not Entitled to Make a Demand .
If the applicant does not have the right to make a demand or, in the
case of two or more applicants, if none of them has the right to make a
demand under Rule 54.2, the demand shal! be considered not to have
been sybmiited. '
(b} [Deleted}

If there is a sole applicant, he must be a resident or na-
tional of a Contracting State bound by Chapter II of the
PCT. If there are two or more applicants, it is sufficient
that one of them be a resident or national of a Contract-
ing State bound by Chapter II, regardless of the elected
State(s) for which each applicant is indicated. Only ap-
plicants for the elected States are required to be indi-
cated in the Demand. The detailed requirements for the
various indications required in connection with each ap-
plicant (name and address, telephone number, facsimile
machine number or teleprinter address, nationality and
residence) are the same as those required under PCT
Rule 4 in connection with the Request. Note that any in-
ventor who is not also an applicant is not indicated in the
Demand.
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If the recording of a change in the name or person has
been requested under PCT Rule 92,1 before the De-
mand was filed, it is the applicant(s) of record at the time
when the Demand is filed who must be indicated in the
Demand.

1864.03 States Which May Be Flected

PCT Article 31
Demand for International Preliminary Examination

deds kK

{4)(a) The demand shall indicate the Contracting State or States
in which the applicant intends to use the results of the international
preliminary examination (“elected States™). Additional Contracting
States may be elected later. Election may relate only to Contracting
States already designated under Article 4.

(b} Appticants referred to in paragraph (2){(a) may elect any
Contracting State bound by Chapter H. Applicants referred to in
paragraph (2){b) may clect only such Contracting States bound by
Chapter Il as have declared that they are prepared to be elected by such
applicants.

Only PCT member states which have ratified or acced-
ed to Chapter II and which were designated in the Re-
quest may be elected under Chapter IL. The Assembly
has taken no action to allow persons who are residents or
nationals of a State not party to the PCT or not bound by
Chapter II to make a Demand under Article 31(Z)(b).

1864.04 Agent’s Right to Act

Any agent entitled to practice before the receiving Of-
fice where the international application was filed may
represent the applicant before the international authori-
ties (PCT Axticle 49).

If for any reason, the examiner needs to question the
right of an attorney or agent to practice before the Inter-
national Preliminary Examining Authority, the USPTO
roster of registered attorneys and agents should be con-
sulted. If the international application was filed with a
receiving Office other than the United States, Form
PCT/IPEA/410 may be used by the requesting IPEA. to
ask the receiving Office with which the international ap-
plication was filed, whether the agent named in the inter-
national application has the right to practice before that
Office.

July 1998
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The PCT Article and Regulations governing the right
to practice are PCT Article 49 and PCT Rule 83.

1865 Filing of Demand

PCT Article 31 _
Demand for International Preliminary Examination

(1) Onthedemandoftheapplicant, hisinternational application
shall be the subject of an international preliminary examination as
provided in the following provisions and the Regulations.

 eofe Ak

{(3) Thedemand forinternational preliminary examination shall
bemadeseparatelyfrom the international application. The demandshall
contain the prescribed particulars and shallbe in the prescribed language
and form,

EHRERF

{6){a) The demand shall be submitted to the competent Interna-
tional Preliminary Examining Authority referred to in Asticle 32.

LEE S LS

Applicants should mail the Demand and appropriate
fees directly to the International Preliminary Examining
Authority they desire to prepare the International Pre-
liminary Examination Report. U.S. applicants who have
had the international search prepared by the European
Patent Office may also request the European Patent
Office to act as the International Preliminary Examining
Authority.

Demands filed in the European Patent Office should
be addressed to:

European Patent Office
Erhardstrasse 27

P-80331 Munich

Federal Republic of Germany.

Demands directed to the United States Patent and
Trademark Office should be addressed to;

Assistant Commissioner for Patents
Box PCT
Washington, 2.C. 20231,

The “Express Mail” provisions of 37 CFR 1.10 may be
used to file a Demand under Chapter I in the USPTO.
Applicants are advised that failure to comply with the
provisions of 37 CFR 1.10 will result in the paper or fee
being accorded the date of receipt and not the date of
deposit. See MPEP § 513.

A Demand for international preliminary examination
may be submitted to the USPTO via facsimile. The Cer-
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tificate of Mailing or Transmission practice under

37 CFR 1.8 CANNOT be used to file 2 Demand if the

date of deposit is desired, If used, the date of the

Demand will be the date of receipt in the USPTO. See
- MPEP § 513, § 1834, and § 1834.01.

All Demands filed in the USPTO must be in the
English language.

PCT Rule 59.3 was amended July 1, 1998 to provide a
safeguard in the case of a Demand filed with the USPTO
which is not competent as the International Preliminary
Examining Authority. The USPTO may forward the De-
mand to the International Bureau and the International
Bureau will forward the Demand to a competent Inter-
national Preliminary Examining Authority pursuant to
PCT Rule 59.3(¢c). The competent International Prelim-
inary Examining Authority will process the Demand

1800 — 71

based on the date of receipt in the USPTO. See Interim
rule 37 CFR 1.416(c)(2).

CHOICE OF EXAMINING AUTHORITY

U.S. residents and nationals may choose to have the
International Preliminary Examination done either by
the IPEA/EP or the IPEA/US. The IPEA/EP has agreed
that it would act as International Preliminary Examining
Authority for any Chapter II case in which it served as
the ISA. The IPEA/US will serve as International Pre-
liminary Examining Authority for U.S. residents and na-
tionals if the U.S. or EPO served as ISA.

The IPEA/US will also serve as International Prelimi-
nary Examining Authority for residents or nationals of
Mexico, Trinidad and Tobago, Brazil, Barbados, Israel,
and New Zealand if the U.S. was the International
Searching Authority.
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Tas demud miset g filled diveetly with tha competent International Preliminavy Examining Auchorisy o7, if two or more Aushoritics arz competens,
.;gm»:c chosen by the applicans. The full name or two-letier sods of that Authority may be indicated by the applicant on the line bslow:

PCT CHAPTER I | |

DEMAND

' under Asticle 31 of the Patent Coogeration Treaty: : .
The um_iemi%ncé requests that the internationsl application sgcci&‘iui below be the subject of
international preliminary examination according to the Patent Cooperation Treaty.

For Intemmatianal Preliminary BExamining Authority use only

BoxNe.i :DENTIFICATION OF THE INTERNATIONAL APPLICATION Agplicant’s or sgent’s ile referenca
' CMC~123~-PCT

Internationa! application No. - - intesnational filing date (Fay/monthlyesr) {Barlier) Prioxity date (day/monthiyear)

PCT/U893/99999 11 May 1993 {11.05.93) 11 May 1992 (11.05.92)
"Titla of invention .

Sel—Stearing Gear for Sailboats

Box No. Il APPLICANT(S) _

ddresa: {Pemi Tawed by gi + for i ; ol desigreati . .
Y e e e Ll R
: 305-555~1122

Columbia Marine Corporation Facalrallo No.:

108 Front Street

Annapolis, Maryland 20726

United States of America Teleprintee Noa

State {Le. couniry) of nationatity: ’ State {i.e couniry) of residenss:

us us

Mame and address: (Fﬁﬂymcfounwdbyﬁmw fwalzgdmmﬁrﬂaﬁfrwﬁm mmwwm:@ﬁdmdcwp

Jones, Yohn Paul

260 Shady Grove Road

Pavidsonyille, Maryland 20720

United States of America

Siata (Lo country) of nadionality: : Stasa fi.o cnietey) of tesidense:
us Us

MNamae and address: (Fma‘@mcﬁotk»dﬁnismm: Jor @ legal entity, fill official designation The sddress sunst inchudz posinl coda end nama of comere }

State {i.e coustry) of natiaaality: State (i.e couniry) of residence:

D Further applicanta l“:O indicated on a continuation sheer.

Form PCTAPEA/4DL (first sheet) (January 1994) Saz Notes to the demand form
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1865

International spplication No.

Sheet No. 2
ECT/usaes/ 29999

Box No.Ili AGENT QR COMMON REPRESENTATIVE: OR ADDRESS FOR CORRESPONDENCE

The following person is m agent E] commeon representative
ani m has been sppointed esrlier and represents the applicant(s) siso for internationel preliminary examinatior.
D is hereby appointed and any esrlier appointment of (an) ageni{s)/common representative is heveby revoked,

E] is hexeby appointed, specifically for the procedure before the Internations] Preliminary Examining Authority, in sddition
o the agent(s)/common representative appointed earlier.

Name and addresa: F%mwmf&m%w&w: ﬁmd ngﬂ )Maﬁm Telephone No.:
. 3015777777
John Adams Fecsimile No.:

345 State Street
Boston, MA 02110

United States of America Teleprinter No.:

Moark this check-box where no agent or conunon representative is/has boen sppointed and the spece above is used instead
o ndicate a special address toawsvhich correspondence should be sent.

Box No.IV STATEMENT CONCERNING AMENDMENTS .

The applicant wishes the International Preliminary Examining Authority®
W ['_:] to start the intemnationzl preliminary examination on the basis of the international applicetion ss originally filed.
@ [x] ke into sccount the amendments under Article 34 of

[:] the description (amendments attached).
the claims (amendments attached),
[ ] e drawings (amendments arsched).

totakainmwcoummymendmmuofﬂmclaimwﬂamklQﬁMwﬁhﬁmhmmmﬁmm(ammh
@ ] el

(iv) D to disregard sny amendments of the claims mads under Articlo 19 and 10 consider them as revessed.

) D to postpone the start of the internationsl preliminary sxamination until the expiration of 20 months from the priority date
unless that Authority receives a copy of sny smendments made under Article 19 or & notice from: the applicant that he
does not wish to make such amendments (Ruls 69.1(d)). (Thiz check-box may be marked only where the time limit under
Article 19 has rot yet expired.)

Box No. ¥V ELECTION OF STATES

2<] The applicant hereby elects all cligible States (rhat is, all States which have been designated and which are bound by
Chapter Il of the PCT} sxcept

{If the applicant does not wish Vo elect certain eligible States, the name(s) or country code(s) of those States must be
indicated above.)

Form PCT/IPEA/401 (second sheet) (Fanuary 1954) See Notes to the demand form

1806 — 73 July 1998



1865 ' MANUAL OF PATENT EXAMINING PROCEDURE

Internatdonal application Ne.
Sheet No. 3 PCT/US93/99999
Box No. VI CHECK LIST ' _ _
" For Intemations] Preliminay
The demand is accompunied by the following documents for the Examining Authority use only
purposes of interational preliminary examinstion:
i : : : received not recoived
1. amendmenta undér Anicle 34 S . :
description : sheets ™ i
claims : 2 sheets e
drawings : sheets i
2. letter accompanying amendments o
undar Article 34 1 1 sheets i 3
3. capy of amendments under Asxticle 19 sheats 3 3
4. copy of statement under Article 19 : sheets [ [
5. other (specify) : sheets 1 ™

The demand is also accompanied by the item(s) marked below:
. D separate signed power of attormey ' 4. fee celculation sheet
2. E:J copy of genaral power of attomey s. D other (specify):
3. D statement explaining lack of signature

Box No. VII SIGNATURE OF APPLICANT, AGENT OR COMMON REPRESENTATIVE
" Next to ecch signature, indicate mmmafmepemnagmgm&ccmtymwmmwnguwmw &2 not cbnvious from reading ﬁedemd}.

John Ada_ms

» For Encemnationst Preliminery Exemining Authority use only
1. Dais of actued receipt of DEMAND:

2. Adjusted date of receipt of demand due
o CORRECTIONS under Ruls 60.1(h):

3, D The dats of receipt of the demand is AFTER the expimation of 19 months ‘The applicant has Deen
from the priority date and itemn 4 or 5, bolow, doss not apply. ieformed accordingly.

4 D The date of recaipt of the demand is WITHIN the pevicdof 19 montha firom the pricrity date as oxtended by virtus of Ruls 80.5.

s, D Numughﬂmdawofmdmofﬂmmmummauwnﬂﬂnofwnmﬂuﬁomﬂnmhntydam.wadclmyhamvdh
EXCUSED pursuant o Rule 82.

For Intemasional Bureas vse only

Demend received from IPEA on:

Form PCT/IPBASA01 (last sheet) (Janumry 1994) - See Notes io the dmand form
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CHAPTER K

PCT

FEE CALCULATION SHEET

Annex to the Demand for international preliminrary expmination

For Inwmetional Preliminary Examining Authority use only s
Intemnational .
application No.  PCT/{1S93/99599
licant’s or agent’s Date stamp of the IPEA
Sl reference CMC~123~PCT
Applicant

Columbia Marine Corporation

Calculation of prescribed fees
1. Preliminary examination f28  ..vvrmirenisisinsnins l m
© 2. Handling fee I m

3. ‘Total of prescribed fees
Add the amounts entered at P and B

and enter total in the TOTAL BOX vcvermnnsssimmmsrans
TOTAL
Mode of Payment
D account wnh mf"ﬁ (see béiw} D cash
cheque D revemie stamps
[C] rpostal money order ] coupons
!:] bank draft m other (specify):

Deposlt Account Anthorization (this mode of payriens may not be available ot all IPEAs)
The IPEA/  _JIS is hereby suthorized to charge the tota] fees indicatsd above to my deposit aecount.

{this check-box be marked the conditions for depasit accounis of the IPEA o permil,
m authogized to mge |y deﬁc%orcmdse myéfvu-puyrm;lmdmgml fess i mdical.edn&wetomy

deposit socount.
991111 06 December 1993
Deposit Agcount Number Date {dayimornthiyear} Signature
Eorm BCT/IPE AJAO1 {Annex) (Janvary 1994) See Notes 1o the fee colcularion shees
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1866 TFiiling in of Headings on
Chapter II Forms

The examiner will encounter several different forms
for use in the Chapter II preliminary examination phase
and most of the forms will have the same “header” infor-
mation to be provided. '

The notes below list the common identifying informa-
tion requested on the top of the first page of most of the
forms: ' :

Applicant’s mailing address — this is usually the attor-

ney’s address taken from the file wrapper.

Applicant’s or Agent’s File Reference — this is the ap-
plicant’s or agent’s application reference (or docket
number) which is composed of either letters or numbers,
or both, provided this reference does not exceed twelve
characters. This reference may be found in the upper

right hand box on the first sheet of the Demand, Form -

PCT/IPEA/401. See Administrative Instructions Section
109.

International Application Number — this is the 14 dig-
it PCT application number as stamped and typed on the
international application file wrapper and may also be
found on the first page of the Demand, Form PCT/
IPEA/401.

International Filing Date — this is the filing date
printed on the international application file wrapper and
may also be found on the first page of the Demand, Form
PCT/IPEA/A01.

Applicant (Name) — the first named applicant as set
forth on the international application file wrapper and
may also be found in box If of the Demand, Form PCT/
IPEA/401.

1867 Preliminary Examination Fees

37 CFR 1.481  Payment of international preliminary examina-
tion fees.

(#) Thehandlingand preliminary examination fecs shallbe paid
within the time period set in PCT Rule 57.3. The handling fee or
preliminary examination fee payable is the handling fee or preliminary
examination fee in effect on the date of receipt of the Demand except
under PCT Rule 59.3(a) where the fee payable is the fee in effect on the
date of arrival of the Demand at the United States International
Preliminary Examining Authority.

(1) If the handling and preliminary fees are not paid within
the time period setin PCT Rule 57,3, applicant will be notified and given
one month within which to pay the deficient fees plus a late payment fee
equal to the greater of:

(i) Fifty percent of the amount of the deficient fees, but
not exceeding an amount equal to double the handling fee; or

(i) An amount cqual to the handling fee (PCT Rale
58bis.2). ’
{(2) The one—month time limit set in this paragraph to pay
deficient fees may not be extended.

(b) Ifthe payment needed to cover the handling and preliminary
examination fees, pursuant to paragraph (a) of this section, is not timely
made in accordance with PCT Rule 58bis.1{d), the United States
International Preliminary Examination Authority will declare the
Demand to be considered as if it had not been submitted.

The preliminary examination fee is for the benefit
of the International Preliminary Examining Authority
and the amount for the U.S. doing the prelitriina‘ry
examination is specified in 37 CFR 1.482. The fee is
somewhat higher if the international search was per-
formed by an authority other than the USPTO.

The handling fee is a fee for the benefit of the Interna-
tional Bureau and is collected by the International Pre-
liminary Examining Authority. The amount of the han-
dling fee is set out in the PCT schedule of fees which is
annexed to the PCT Regulations.

The current amount of both the preliminary examina-
tion fee and the handling fee can be found in each weekly
issue of the Official Gazette. Since supplements to the
handling fee were deleted, no additional Chapter II fees
are required other than any additional preliminary ex-
amination fee where additional inventions are deter-
mined to be present. The amount of this fee is also speci-
fied in 37 CFR 1.482 and in the weekly issues of the
Official Gazette. See also PCT Rules 57 and 58.

The time limit for paying the preliminary examination
fee and the handling fee is set forth in PCT Rules 57.3
and 58.1(b). Interim rule 37 CFR 1.481(a) provides that
the preliminary examination fee or handling fee payable
is the preliminary examination fee or handling fee in ef-
fect on the date of receipt of the Demand in the United
States International Preliminary Examining Authority.
Bffective July 1, 1998, PCT Rule 58bis.1(c) was added to
consider the preliminary examination fee and handling
fee to have been received before the expiration of the
time limit set in PCT Rule 57.3 if the fees were submitted
prior to the sending of an invitation to pay the fees.

Effective July 1, 1998, PCT Rule 58bis.1(a) was added
to permit the International Preliminary Examining Au-
thority to collect a late payment fee set forth in PCT Rule
58bis.2 if the fees for preliminary examination are not
paid prior to the sending of the invitation to pay the fees.
If the preliminary examination fee and handling fee are
not paid within the time set in PCT Rule 57.3, applicants
will be notified and given 1 month within which to pay the
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deficient fees plus a late payment fee equal to the greater
of : (1) 50% of the amount of the deficient fees, but not
exceeding an amount equal to double the handling fee;
or(2) an amount equal to the handling fee. See Interim
rule 37 CFR 1.481(a)(1)(i) and (ii). The 1 month time
limit set forth in Interim rule 37 CFR 1.481(a)(1) to pay
deficient fees may not be extended. See Interim rule 37
CFR 1.481(a)(2)

If the payment needed to cover the preliminary ex-
amination fee and handling fee is not timely made in ac-
cordance with PCT Rule 58bis.1(d), the United States
International Preliminary Examining Authority will de-
clare the Demand to be considered as if it had not been
submitted. In this regard, where the Authority sends a
notification that the Demand is considered not to have
been made and applicant’s payment is received, both on
that same date, the fee is considered to be late and the
notification remains effective. The fee must antedate
the notice in order for the notice not to be effective. See
Interim rule 37 CFR 1.481(b).

1868 Correction of Defects in the Demand

PCT Rule 60
Certain Defects in the Demand or Elections

60.1. Defects in the Demand

(a) X the demand does not comply with the requirements
specified in Rules 53.1, 53.2(a)(i) to (iv), 53.2(b), 53.3 t0 53.8 and 55.1,
the International Preliminary Examining Authority shall invite the
applicant to correct the defects within a time limit which shall be
reasonable under the circumstances. That time limit shall not be less
than one month from the date of the invitation. It may be extended by the
International Preliminary Examining Authority at any time before a
decision is taken.

{b) If the applicant complies with the invitation within the time
limit under paragraph (a), the demand shall be considered as if it had
been received on the actual filing date, provided that the demand as
submitted contained at least one election and permitted the internation-
al application to be identified; otherwise, the demand shall be
considered as if it had been received on the date on which the
International Preliminary Examining Authority recelves the correction.

(c) Subject to paragraph (d), if the applicant does not comply
with the invitationwithin the time limit under paragraph (a), the demand
shall be considered as if it had not been submitted and the International
Preliminary Exaniining Authority shall so declare.

(d) Where,afterthe expirationof the time limitunder paragraph
(a), a signature required under Rule 53.8 or a prescribed indication is
lacking in respect of an applicant for a certain elected State, the election
of that State shall be considered as if it had net been made.

(¢) Tfthe defect is noticed by the International Bureau, it shall
bring the defect to the attention of the International Preliminary

1800 — 77

Examining Authority, which shall then proceed as provided in para-
graphs (a) to (d).

(f} If the demand does not contain a statement concerning
amendments, the International Preliminary Examining Authority shail
proceed as provided for in Rules 66.1 and 69.1(a) or (b).

{z) Where the statement concerning amendments contains an
indication that amendments under Article 34 are submitted with the
demand (Rule 53.9(c)) but no such amendments are, in fact, submitted,
the International Preliminary Examining Authority shall invite the
applicant to submit the amendments within a time limit fixed in the
invitation and shall proceed as provided for in Rule 59.1(e).

60.2. Defects in Later Elections

{a) If the notice effecting a later election does not comply with
the requirements of Rule 56, the International Bureau shall invite the
applicant to correct the defects within a time limit which shall be
reasonable under the circumstances. That time limitshall notbelessthan
one month from the date of the invitation. It may be extended by the
International Bureau at any time before a decision is taken.

(b) Ifthe applicant complies with the inviiation within the time
limit under paragraph (a), the notice shall be considered asif it had been
received on the actual filing date, provided that the notice as submitted
contained at least one election and permitted the international applica-
tion tobe identified; otherwise, the notice shallbe considered as ifit had
beenreceived on the dateonwhichthe International Bureaureceivesthe
correction.

(c) Subject to paragraph (d}, if the applicant does not conply
with the invitation within the time limit under paragraph (), the notice
shall be considered as ifit had not been submitted and the International
Preliminary Examining Authority shall so declare,

(d) Where, in respect of an applicant for a certain elected State,
the signature required under Rule 56.1(b) and (¢} or the name or address
is lacking after the expiration of the time limit under paragraph (a), the
later election of that State shall be considered asif it had not been made.

Defects in the Demand may be corrected. The type of
correction determines whether the filing date of the’
Demand must be changed. The most common defects
which result in the mailing of an invitation to correct are
found in PCT Rules 53, 55 and 57.4. If the applicant com-
plies with the invitation, the Demand is considered as if
it had been received on the actual filing date, ie., the
original date of receipt. See PCT Rule 60.1(b).

1869 Notification to International Bureau
of Demand

PCT Article 31
-Demand for International Preliminary Examination

EEE Y

(7) Each elected Office shall be notified of its election.

The International Preliminary Examining Authority, pursuant to
PCT Rule 61, promptly notifies the International Burcau and the
applicant of the filing of any Demand. The International Bureau in turn
notifies each elected Office of their election and also notifies the
applicant that such notification has been made.
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1870 Priority Document and Translation

Thereof
PCT Rule 66
FProcedure before the International Preliminary Fxamining
Authority

Fkkkk

66.7. Priority Document

(a) Ifthe International Preliminary Examining Authority needs
a copy of the application whose priority is claimed in the international
application, the International Bureau shail, on request, promptly furnish
such copy. If that copy is not furnished to the International Preliminary
Examining Authority because the applicant failed to comply with the
requirements of Rule 17.1, the international preliminary examination
report may be established as if the priority had not been claimed.

(b} Ifthcapplicationwhose priorityisclaimedintheinternation-
al application is in a language other than the language or one of the
{anguages of the International Preliminary Examining Authority, that
Authority may invite the applicant to furnish a translation in the said
language or one ofthe said languages within two months from the date of
the invitation. If the translationisnot furnished within that time limit, the
international preliminary examination report may be established as if
the priority had not been claimed.

LR EE 2

A copy of the priority document may be required by
the examiner if necessary because of an intervening ref-
erence, and a translation thereof, if the priority docu-
ment is not in English.

1871 Processing Amendments Filed Under
Article 19 and Article 34 Prior to or at
the Start of International Preliminary
Examination

PCT Rule 62
Copy of Amendments under Article 19 for the International
Preliminary Examining Authority

62.1. Amendments Made before the Demand is Filed

Upon receipt of a demand, or a copy thereof, from the International
Preliminary Examining Authority, the International Bureau shall
promptly transmit a copy of any amendments under Article 19, and any
statement referred to in that Article, to that Authority, unless that
Authority has indicated that it has already received such a copy.

62.2. Amendments Made after the Demand is Filed

If, at the time of filing any amendments under Article 19, a demand
has already been submitted, the applicant shall preferably, at the same
time as he files the amendments with the Internationat Bureau, also file
with the International Preliminary Examining Authority a copy of such
amendments and anystatement referred tointhat article. Inany case, the

International Bureau shall promptly transmit a copy of such amenid-
ments and statement to that Authority.
(b} [Peleted]

The documents making up the international applica-
tion may inchide amendments of the claims filed by the
applicant under PCT Article 19. PCT Article 19 amend-
ments are exclusively amendments to the claims and
these amendments can only be made after the search re-
port has been established. PCT Article 19 amendments
will be transmitted to the International Preliminary Ex-
amining Authority by the International Bureau  If a De-
mand for international preliminary examination has al-
ready been submitted, the applicant should preferably,
at the time he files the PCT Article 19 amendments, also
file a copy of the amendments with the International
Preliminary Examining Authority. In the event that the
time limit for filing amendments under PCT Article 19,
as provided in PCT Rule 46.1, has not expired and the
Demand includes a statement that the start of the inter-
national preliminary examination is to be postponed un-
der PCT Rule 53.9(b), the international preliminary ex-
amination should not start before the examiner receives
acopy of any amendments made under PCT Article 19 or
a notice from the applicant that he does not wish to make
amendments under PCT Article 19, or before the expira-
tion of 20 months from the priority date, whichever oc-
curs first. :

The applicant has the right to amend the claims, the
description, and the drawings, in the prescribed manner
and before the start of international preliminary ex-
amination. The amendment must not go beyond the dis-
closure in the international application as filed. These
amendments are referred to as PCT Article 34(2)(b)
amendments, It should be noted that PCT Article 19
amendmenis are strictly amendments to the claims made
during the Chapter I search phase while PCT Article
34(2)(b) amendments to the description, claims, and
drawings are made during the Chapter II examination
phase. -

When amendmenis to the description, claims, or
drawings are made under PCT Rule 66.8, they may be ac-
companied by an explanation. These amendments may
have been submitted to avoid possible objections as to
lack of novelty or lack of inventive step in view of the cita-
tions listed in the international search report; to meet
any objections noted by the International Searching Au-
thority under PCT Article 17(2)(a)(ii) (i.e., that all or at
least some claims do not permit a meaningful search) or
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under PCT Rule 13 (i.e., that there is a lack of unity of
invention); or to meet objections that may be raised for
some other reason, e.g., to remedy some obscurity which
the applicant himself/herself has noted in the original
documents.

The amendments are made by the applicant of his/her
own volition, This means that the applicant is not re-
stricted to amendments necessary to remedy a defect in
his/her international application. It does not, however,
mean that the applicant should be regarded as free fo
amend in any way he/she chooses. Any amendment must
not add subject matter which goes beyond the disclosure
of the international application as originally filed. Fur-
thermore, it should not itself cause the international ap-
plication as amended to be objectionable under the PCT,
e.g., the amendment should not introduce obscurity.

- As amatter of policy and to ensure consistency in han-
dling amendments filed under PCT Articles 19 and 34 of
the PCT, the following guidelines for processing these
amendments have been established:

(A} Anyamendment which complies with 37 CFR
1.485(a) will be considered;
(B) Amendments filed after the Demand

(1) will be considered if filed before the ap-
plication is docketed to the examiner,

(2) may be considered if filed after docketing.
The examiner has discretion to consider such amend-
menis if the examiner determines that the amendment
places the application in better condition for examina-
tion or the examiner determines that the amendment
should otherwise be entered; _

(C) Amendments filed after expiration of the
period for response to the written opinion

(1} will be considered if the amendment was
requested by the examiner,

(2) may be considered if the examiner deter-
mines that the amendment places the application in
better condition for examination or the examiner
determines that the amendment should otherwise be
entered.

It is expected, due to the relatively short time period
for completion of preliminary examination, that the
Chapter II application will be taken up for preparation
of the written opinion promptly after docketing to the
examiner and taken up for preparation of the final re-
port promptly after the time expires for response to the
written opinion (i.e., after allowing for mail processing).
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The examiner is not obliged to consider amendments or
arguments which are filed after he/she has taken up the
case for preparation of the written opinion or the final
report.

Amendments timely filed but misdirected or are
otherwise late reaching the examiner will be considered
as in the case of regular domestic applications and may
require a supplemental written opinion and/or final re-
port,

Clearly, these guidelines offer the examiner flexibil-
ity. The examiner should be guided by the overriding
principle that the final report (the PCT/IPEA/409)
should be established with as few written opinions as
possible and resolution of as many issues as possible con-
sistent with the goal of a timely and quality report. -

See also Administrative Instructions Section 602 re-
garding processing of amendments by the International
Preliminary Examining Authority.

1872 Transmittal of Demand to the
Examining Corps

PCT Administrative Instructions Section 605
File 10 be used for International Preliminary Examination

‘Where the International Preliminary Examining Authority is part of
the same national Office or intergovernmental organization as the
International Searching Authority, the same fite shall serve the purposes
of international search and international preliminary examination.

When the PCT International Application Processing
Division has finished processing of the papers and fees
filed with a complete Demand, a copy of the Demand
and other papers are forwarded to the appropriate ex-
amining group for examination. The documents will be
placed in the Search Copy file wrapper when forwarded
to the examining corps.

1873 Later Election of States

PCT Article 31
Demand for International Preliminary Examination

e A K

(6){b) Any later election shall be submitted to the Tnternational
Bureau.

o
PCT Rule 56

Later Elections

56.1. Elections Submitted Later Than the Demand
{a) The election of States subsequent io the submission of the
demand (“later election”) shall be effected by a notice submitted to the
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International Bureaw. Thenoticeshallidentify the international applica-
tion and the demand, and shall include an indication as referred to in
Rule 53.7(b}(i).

(b) Subject to paragraph (c), the notice referred to in paragraph
{a) shall be signed by the applicant for the elected States concerned or, if
there is more than one applicant for those States, by all of them.

{¢) Where two or more applicants file a notice effecting a later
election of a State whose national law requires that national applications
be filed by the inventor and where an applicant for that elected Statewho
isan inventor refused to sign the notice or could not be found or reached
after diligent effort, the notice need not be signed by that applicant {(“the
applicant concerned”™) if it is signed by at least one applicant and

(i) astatement is furnished explaining, to the satisfaction of
the International Bureau, the lack of signanire of the applicant
concerned, or

(ify the applicant concerned did not sign the request but the
requirements of Rule 4.15(b) were complied with, or did not sign the
demand but the requirements of Rule 53.8(b) were complied with.

(d} An applicant for a State elected by a later election need
not have been indicated as an applicant in the demand.

(e) H a notice effecting a later election is submitted after the
expiration of 19 months from the priority date, the International Bureau
shall notify the applicant that the election does not have the effect
provided for under Article 39(1)(a) and that the acts referred to in
Article 22 must be performed in respect of the elected Office concerned
within the time limit applicable under Article 22.

{f) If, notwithstanding paragraph (a), a notice effecting a later
election is submitted by the applicant to the International Preliminary
Examining Authority rather than the International Bureaw, that Author-
ity shall mark the date of receipt on thé notice and transmit it promptly to
the International Bureau. The notice shall be considered to have been
submitted to the International Bureau on the date marked,

56.2. Identification. of the International Application
The international application shall be identified as provided in
Rule 53.6.

56.3. Identification of the Demand

The demand shall be identificd by the date on which it was submilted
and by the name of the International Preliminary Examining Authority
to which it was submitted.

56.4. Form of Later Elections

The notice effecting the later election shall preferably be worded as
foliows: “In relation to the intemnational application filed with ... on ...
under No. ... by ...(applicant) {and the demand for international
preliminary examination submitted on ... to ...), the undersigned elects
the following additional State(s} under Article 31 of the Patent
Cooperation Treaty: ...”

56.5. Language of Later Elections
The later election shall be in the language of the demand.

Applicants may, after filing of the Demand, later, but
still within 19 months of the priority date, elect addition-
al States which have been previously designated and ob-
tain the benefit of delaying the national stage until 30
months after the priority date in the additional elected
States. Allsuch later elections must be filed directly with
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the International Bureau and not the International Pre-
liminary Examining Authority. Elections received after
19 months will not delay the time for entry into the na-
tional stage from 20 to 30 months. .

1874 Determination if International
Preliminary Examination Is .
Required and Possible -

PCT Article 34
Procedure before the International Preliminary
Examining Authorily

FETTTY

(#)(a) If the International Preliminary Exammmg Authority
considers
(i) thatthe international application relates to a subject
matter on which the Internationat Prefiminary Examining Authority is
not required, under the Regulations, to carry out an intemationat
preliminary examination, and in the particular case decides not to carry
out such examination, or
(ii) thatthedescription, the clatms, orthe drawmgs, areso
unglear, or the claims are so inadequately supported by the description,
that no meaningful opinion can be formed on the novelty, inventive step
(non--obviousness), or industrial applicability, of the claimed invention,
the said authority shall not go into the questions referred to in Article
33(1) and shall inform the applicant of this opinion and the reasons
therefor, o
(b) Ifanyof the situations referred to in subparagraph (a) is
foundto existin, or in connectionwith, certain claims only, the provisions
of that subparagraph shail apply only to the said claims. :

There are instances where international preliminary
examination is not required because of the nature of the

~ subject matter claimed and also because the claims are so

indefinite that no examination is possible. Such
instances should seldom occur, especially since most
problems of this nature would have already been discov-
ered and indicated at the time of the international
search.

Ifitis found that certain claims of an international ap-
plication relate to subject matter for which no interna-
tional preliminary examination is required, on Form
PCT/IPEA/408, check the appropriate box. It should be
noted that subject matter which is normally examined
under U.S. national procedure should also be examined
as an International Preliminary Examining Authority.

The examiner should check the appropriate box if it is
found that the description, claims or drawings are so un-
clear, or the claims are so inadequately supported by the
description that no opinion could be formed as to the
novelty, inventive step (nonobviousness) and industrial
applicability of the claimed invention.
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Subject matter not searched under Chapter I will not
be the subject of a preliminary examination under Chap-
ter I1. This is so even if claims which were not searched
under Chapter I are modified to be acceptable for ex-
amination.

1875 Uhity of Invention Before the
International Preliminary
Examining Authority

: PCT Article 34
Procedure before the International Preliminary Examining
Authority

Kok k&

(3)(a) If the International Preliminary Examining Authority
considers that the international application does not comply with the
requirement of unity of invention as set forth in the Regulations, it may
invite the applicant, at his option, to restrict the claims so as to comply
with the requirement or to pay additional fees.

ook N

{c) Ifthe applicant does not comply with the invitation referred
toinsubparagraph (a) within the prescribed ime limit, the International
Preliminary Examining Authority shall establish an international pre-
liminary examination report on those parts of the international applica-
tion which relate to what appears to be the main invention and shall
indicate the relevant facts in the said report. The national law of any
elected State may provide that, where its national Office finds the
invitation of the International Preliminary Examining Authority justi-
fied, those parts of the international application which do not relate to
the main invention shall, as far as é¢ffects in that State are concerned, be
considered withdrawn unless a special fee is paid by the applicant to that
Office.

% el kok

37 CFR 1.488.  Determination of unity of invention before the
International Preliminary Examining Authority.

(a) Before establishing any written opinion or the international
preliminary examination report, the International Preliminary Examin-
ing Authority will determine whether the international application
complies with the requirement of unity of invention as set forth in
§ 1.475.

{b) If the Internaiional Preliminary Examining Authority con-
siders that the international application does not comply with the
requirement of unity of invention, it may:

(1) Issue awritten opinion and/or an international prehm;—
nary éxamination repott, in respect of the entire intemational applica-
tion and indicate that unity of invention is lacking and specify the reasons
thereforwithout extending aninvitation to restrict or pay additional fees.
No international preliminary examination will be conducted on inven-
tions not previously searched by an International Searching Authority.

{2) Invitethe applicantto restrict the claims or pay additional
fees, pointing out the categories of the invention found, within a set time
Himit which will not be extended. No international preliminary examina-
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tion will be conducted on inventions not previously seaxched by an
International Searching Authority, or

(3) If applicant fails to restrict the claims or pay additional
fees within the time limnit set for reply, the International Preliminary
Examining Authority wili issuc a written opinion andfor establish an
international preliminary examination report on the main invention and
shali indicate the relevant facts in the said report. In case of any doubt
as towhich invention is the main invention, the invention first mentioned
in the claims and previously searched by an International Searching
Authority shall be considered the main invention.

{c} Lack of unity of invention may be directly evident before
considering the claimsin relation to any prior art, or after taking the prior
artintoconsideration,aswhereadocumentdiscoveredduringthe search
shows the invention claimed in agenericor linking claim Iacks novelty or
is clearly obvious, leaving two or more claims joined thereby without a
common inventive concept. Insuch a case the International Preliminary
Examining Authority may raise the objection of lack of unity of '
invention.

The examiner will usually begin the preliminary
examination by checking the international application
for unity of invention. The international preliminary
examination will only be directed to inventions which
have been searched by the International Searching Au-
thority. All claims directed to inventions which have not
been searched by the International Searching Authority
will not be considered by the International Preliminary
Examining Authority. If the examiner in the Internation-
al Preliminary Examining Author:ty finds lack of unity of
invention in the claims to be examined, an invitation is
normally prepared and sent to the applicant requesting
the payment of additional fees or the restriction of the
claims on Form PCT/IPEA/405. Such an invitation will
include the identification of what the examiner consid-
ers to be the “main invention” which will be examined if
no additional fees are paid or restriction is made by the
applicant.

The procedure before the International Preliminary
Examining Authority regarding lack of unity of invention
is governed by PCT Article 34(3)(a) through (c), PCT
Rule 68 (see also PCT Rule 70.13), and 37 CFR 1.475 and
1.488. It should be noted that in most instances lack of
unity of invention will have been noted and reported
upon by the International Searching Authority which will
have drawn up an International Search Report based on
those parts of the international application relating to
the invention, or unified linked group of inventions, first
mentioned in the claims (“main invention™). If the appli-
cant has paid additional search fees, additional inven-
tions would also have been searched. No international
preliminary examination will be conducted on inven-
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tions not previously searched by an International
Searching Authority (37 CFR 1.488(b)(2)). '

Unity of invention must be addressed within 7 days
from the date the PCT application is charged to the
examining group from PCT International Application
Processing Division. This simply means that a detet-
mination must be made as to whether or not the interna-
tional application relates to one invention or to a group
of inventions so linked as to form a single general inven-
tive concept. '

If it is determined that the international application
does meet the requirements for unity of invention and
no additional fees will be requested, the international
application must be returned to the Paralegal Specialist
in the examining group so that an indication to that ef-
fect may be made on the PALM Systern which monitors
deadlines such as the deadline for checking unity of in-
vention.

If the examiner determines that unity of invention is
lacking, there are two options:

(A) The examiner may conduct an international
preliminary examination covering all the claimed and
previously searched inventions and indicate that unity of
invention is lacking and specify the reasons therefor
without extending an invitation to restrict or pay
additional fees (PCT Rule 68.1), or

{B) The examiner may invite the applicant to
restrict the claims, so as to comply with the requirement,
or pay additional fees, pointing out the categories of
invention found. The invitation to restrict or pay
additional fees shall state the reasons for which the
international application is considered as not complying
with the requirement of unity of invention. (PCT Rule
68.2). Inventions not previously searched will not be
considered or included in the invitation.

The Written Opinion, if any, and the International
Preliminary Examination Report must be established on
all inventions for which examination fees have been
paid.

If the applicant fails to reply to the invitation to re-
strict the claims or pay additional examination fees due
to lack of unity of invention, the Written Opinion and
Report must be established on the claims directed to
what appears 10 be the main invention (PCT Article
34(3)(c)). The main invention, in case of doubt, is the
first claimed invention for which an International Search
Report has been issued by the International Searching
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Authority. The main invention, as viewed by the examin-
er; must be set forth on Form PCT/IPEA/405.

Whether or not the question of unity of invention has
been raised by the International Searching Authority, it
may be considered by the examiner when serving as
an authorized officer of the International Preliminary
Examining Authority. In the examiner’s consideration,
all documents cited by the International Searching
Authority should be taken into account and any addi-
tional relevant documents considéered. However, there
are cases of lack of unity of invention, where, compared
with the procedure of inviting the applicant to restrict
the international application or pay additional fees
(PCT Rule 68.2}, little or no additional effort is involved
in establishing the Written Opinion and the Internation-
al Preliminary Examination Report for the entire inter-
national application. Then reasons of economy may
make it advisable for the examiner to use the option re-
ferred to in PCT Rule 68.1 by choosing not to invite the
applicant to restrict the claims or to pay additional fees,

Unity of invention is defined by 37 CFR 1.475 which
describes the circumstances in which the requirement of
unity of invention is considered fulfilled.

1875.01 Preparation of Invitation
Concerning Unity

The “Invitation to restrict or pay additional fees”
Form PCT/IPEA/405 is used to invite the applicant, at
his/her option, to restrict the claims to comply with the
requirements of unity of invention or to pay additional
examination fees. In addition, the examiner must ex-
plain the reasons why the international application is not
considered to comply with the requirement of unity of in-
vention. The examiner must also specify, on Form PCT/
IPEA/A05, at least one group or groups of claims which, if
elected, would comply with the requirement for unity of
invention.

INVITATEION

In the space provided on form PCT/IPEA/405, the ex-
aminer should identify the disclosed inventions by claim
numerals and indicate which disclosed inventions are so
linked as to form a single general inventive concept,
thereby complying with the requirement of unity of in-
vention. For example, claims to different categories of
invention such as a product, claims to a process specifi-
cally adapted for the manufacture of the product and a
claim for a use of the product would be considered re-
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lated inventions which comply with the unity of inven-
tion requirement, whereas a claim to an apparatus for
making the product in the same application would be
considered a second invention for which additional fees
would be required. The reasons for holding that unity of
invention is lacking must be specified. See 37 CFR 1.475
and Annex B of the Administrative Instructions.

Also, the examiner should specify the main invention
and claims directed thereto which will be examined if the
applicant faiis to restrict or pay additional fees. The main
invention, in case of doubt, is the first claimed invention
or refated invention before the International Prelimi-
nary Examining Authority for which a search fee has
been paid and an International Search Report has been
prepared. :

The examiner should indicate the iotal amount of
additional fees required for examination of all claimed
inventions.

In the box provided at the top of the form, the time
limit for response is set according to PCT Rule 68.2, nor-
mally a 1 month time limit. Extensions of time are not
permitted.

Since the space provided on Form PCT/IPEA/MOS is
limited, supplemental attachment sheets, supplied by
the examiner, with reference back to the specific section,
should be incorporated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/405 must be signed by an examiner
with at least partial signatory authority.

TELEPHONIC RESTRICTION PRACTICE

‘Telephone practice may be used in certain cases to al-
low applicants to elect an invention to be examined or to
pay additional fees, Additional fees may be charged to a
deposit account using the telephone practice only if:

(A) The Demand for International Preliminary
Examination included an authorization to charge addi-
tional fees to a deposit account,

(B) Applicant or the legal representative or agent
orally agrees to charge the additional fees to the account,
and

(C) A complete record of the telephone conversa-
tion is included with the Written Opinion including:
(1) Examiner’s name;
(2) Authorizing attorney’s name;
(3) Date of conversation;
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(4} Invention eclected andf/or inventions for
which additional fees paid; and

{5) Deposit account number and amoumnt to be
charged,

If applicant or the legal representative or agent re-
fuses to either restrict the claims to one invention or
authorize payment of additional fees, Form PCT/
IPEA/499 should be prepared and mailed to applicant.

When the telephone practice is used in making lack of
unity requirements, it is critical that the examiner orally
inform applicant that there is no right to protest the
holding of lack of unity of invention for any group of in-
vention(s} for which no additional examination fee has
been paid.

The examiner must further orally advise applicant
that any protest to the holding of lack of unity or the
amount of additional fee required must be filed in writ-
ing no later than one month from the mailing date of the
Written Opinion or the International Preliminary Ex-
amination Report if the lack of unity holding is first
mailed with the IPER because there was no Written
Opinion. The examiner should fill in the information on
Form PCT/TPEA/499 “Chapter II PCT Telephone Mem-
orandum for Lack of Unity” as a record of the telephonic
holding of lack of unity.

37 CFR 1.475. Unity of invention before the International
Searching Authority, the International Preliminary Examining
Authority and during the national stage.

{a} Aninternational andanational stage application shall relate
to one invention only or to a group of inventions so linked as to form a
single general inventive concept (“requirement of unity of invention™).
Where a group of inventions is claimed in an application, the require-
ment of unity of invention shall be fulfitled only when there is a technical
relationship among those inventions involving one or more of the same
or corresponding special technical features. The expression “special
technical features” shall mean those technical features that define a
contributionwhicheachofthe claimedinventions, considered asawhole,
makes over the prior art.

(b) Aninternational or a national stage application containing
claims to different categories of invention will be considered 1o have
unity of invention if the claims are drawn only to one of the following
combinations of categories:

(1) A product and a process specially adapted for the
manufacture of said product; or

(2) A product and a process of use of said product; or

(3) A produet, a process specially adapted for the manufac-
ture of the said product, and a use of the said product; or

(4} A process and an apparatus or means specifically de-
signed for carrying out the said process; or

{5} A product, a process specially adapted for the manufac-
ture of the said product, and an apparatus or means specifically designed
for carrying out the said process.
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{c¢) 1If an application contains claims to more or less than one of
the combinations of categories of invention set forth in paragraph (b) of
this section, unity of invention might not be present.

(d) If multiple products, processes of manufacture or uses are
claimed, the first invention of the category first mentioned in the claims
of the application and the first recited invention of each of the other
categories refated theretowill be considered asthe main inventior in the
claims, see PCT Article 17(3)(a) and § 1.476{c).

(¢) Thedeterminationwhetheragroupofinventionsissolinked
as to form a single general inventive concept shall be made without
regard to whether the inventions are claimed in separate claims or as
alternatives within a single claim.

T 1805 Heading for Lack of Unity Action (Not Involving
Species)

This application contains the following inventions or groups of
inventions which are not so linked as to form a single general inventive
conceptunder PCT Rule 13.1. Inorder for all inventions to be examined,
the appropriate additiopal examination fees must be paid.

Examiner Note:
Begin ali Lack of Unity actions with this heading,

1 18.06 Lack of Unity — Three Groups of Claims
Group {1], claim(s) {21, drawn to [3].
Group {4], claim(s) {5], drawn to [6}.
Group {71, claim(s) {8], drawn to [9].

Examiner Note:

1. Inbrackets 1,4 and 7, insert Roman numerals for each Group.

2. Inbrackets 2, 5 and 8, insert respective claim numbers.

3. Inbrackets 3, 6-and 9, insert respective names of grouped inven-
tions, :

1 18.06.01 Lack of Unity — Two (or Additional) Groups of
Claims

Group {1], claim(s) {2], drawn to [3].

Group {4], claim(s) [51, drawn to [6].

Examiner Note;
This form paragraph may be used alone or following form paragraph
18.06.

T 18.06.02 Lack of Unity — One Additional Group of Claims
Group {1], claim}2], drawn to [3].

Examiner Note:
"Fhis form paragraph may be used following either form paragraph
18.06 or 18.06.01.

T 18.07 Lack of Urity — Reasons Why Inventions Lack Unity

The inventions listed as Groups {1] do not relate to a single general
inventive concept under PCT Rule 13.1 because, under PCT Rule 13.2,
they lack the same or corresponding special technical features for the
following reasons: [2} o

Examiner Note:

1. Inbracket 1, insert appropriate Roman numerals for Groups in-
volved.

2. Inbracket 2, insert reasoning.
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W 18.16 Lack of Unity — Species — Heading

This application contains claims directed tomose than one species of
the generic invention. These species are deemsed to fack unity of
invention because they are not so linked as to form a smgle general
inventive concept under PCT Rule 13.1.

In order for more than one species to be examined, the approprlate
additional examination fees must be paid. The specws are as foilows

£}

Examiner Note:
In bracket 1, list each species by Fig. No. or embodiment.

§ 18.17 LackofUnity — Species — Correspondenceofthe Claims
to the Species

The claims are deemed to correspond to the species ixsted above in
the following manner:

£1i

The following claim({s) are generic: [2]

Examiner Note:

1. This form paragraph is o be used immediately following 18.16. .

2. Inbracket 1, for each species, list the claims, e.g., Fig.1 — claims 1,
3and 6.

3. In bracket 2, identify each generic claim by number or msert the
word — ~NONE-~ -,

% 18.18 Lack of Unity — Species — Reasons Why Unity Is
Lacking

The species listed above do not relate to a single general inventive
concept under PCT Rule 13.1 because, under PCT Rule 13.2, the species
fack the same or corresponding special technical features for the
following reasons: [1]

Examiner Note:

1. This form paragraph is to be used immediately follomng form
paragraph 18.17. _

2. Inbracket 1, insert reasoning.

¥ 1819 National Stage Restriction in 35 U.S.C. 371 Applications

Restriction is required under 35 U.S.C. 121 and 372,

This application contains the following inventions or groups of
inventions which are not so linked as to form a single general inventive
concept under PCT Rule 13.1. o

In accordance with 37 CFR 1.499, applicant is required, int reply to
this action, to elect a single invention to which the claims must be
restricted.

Examiner Note:

1. This form paragraph is to be used when making a restriction
requirement in an application fited under the provisions of 35 US.C.
371,

2. This form paragraph is to be followed by form paragraphs
18.06 through 18.06.02, as appropriate, and by form paragraph 18.07,

Y 1820 National Stage Election of Species in 35 U.S.C. 371
Applications

This application contains claims dlrected tomore than one species of
the generic invention. These species are deemed to lack unity of
invention because they are not so linked as to form a single general
inventive concept under PCT Rule 13.1.

The species are as follows:

£1]

Applicant is required, in reply to this action, to elect a single species
to which the claims shall be restricted if no generic claim is finally held
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tobe allowable. The reply must also identify the claims readable on the
elected species, including any claims subsequently added. An argument
that a claim is allowable or that all claims are generic is considerced
non—responsive unless accompanied by an election.

Upon the allowance of a generic claim, applicant will be entitled to
.consideration of claims to additional species which are wrilten in
dependent form or otherwise include all the limitations of an allowed
generic claim as provided by 37 CFR 1.141. Ifclaims are added after the
election, applicant must indicate which are readable upon the elected
species. MPEP § 809.02(a).

Examiner Note:

1.-- This form paragraph is to be used when making an election of
species requirement in an application filed under the provisions of
35U8.C. 371

2. Inbracket 1, ist each species by Fig. No. or embodiment.

3. 'This form paragraph is to be followed by form paragraphs 18,17
and 18,18,

% 1821 National Stage Election by Original Preseniation in
35 U.8.C. 371 Applications

Newly submitted claim[2] directed to an invention that lacks unity
with the invention originally claimed for the following reasons: [2}

Since applicant has received an action on the merits for the originally
presented invention, this invention has been constructively elected by
original presentation for prosecution on the merits. Accordingly,
claim[3] withdrawn fromconsiderationasbeingdirectedtoanonelected
invention. See 37 CFR 1.142(b) and MPEF § 821.03,

1875.02 Reply to Invitation Concerning
Lack of Unity of Invention

FPCT Administrative Instructions Section 603
Transmittai of Protest Against Payment of Additional Fee
and Decision Thereon Where International Application
is Considered to Lack Urity of Invention

The International Preliminary Examining Authority shail transmit to
the applicant, at the latest together with the international preliminary
examination report, any decision which it has taken under
Rule 68.3(c) on the protest of the applicant against payment of the
additional fee where the international application is considered to lack
unity of invention. Atthe same time, it shall transmit tothe International
Bureau acopy of both the protest and the decision thereon, aswell asany
request by the applicant to forward the texts of both the protest and the
decision thereon to the elected Offices.

37 CFR 1.489.  Proftest to lack of unity of invention before the
International Preliminary Fxamining Authority.

(a) Ifthe applicant disagrees with the holding of lack of unity of
invention by the International Preliminary Examining Authority, addi-
tional fees may be paid under protest, accompanied by a request for
refund and astatement setting forth reasons for disagreement or why the
required additional fees are considered excessive, or both.

(b} Protest under paragraph {2) of this section will be examined
by the Commissioner or the Commissioner’s designee. In the event that
the applicant’sprotest is determined tobe justified, the additional fees or
a portion thereof will be refunded.

(c). Anapplicant who desires that a copy of the protest and the
decision thereon accompany the international preliminary examination
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report when.forwarded to the Elected Offices, may notify the Interna-
tional Preliminary Examining Authority to that effect any time prior to
the issuance of the international preliminary examination report.
Thereafter, such notification should be directed to the International
Bureau.

Applicant may reply by paying some or all addition-
al fees or by restricting the claims to one invention. If
applicant makes no reply within the set time limit, the
international preliminary examination will proceed on
the basis of the main invention only.

If applicant has paid an additional fee or fees, a pro-
test to the holding of lack of unity of invention may
be filed with the International Preliminary Examining
Authority.

NOTIFECATION OF DECISION ON PROTEST

Form PCT/IPEA/420 is used by the examining group
to inform the applicant of the decision regarding appli-
cant’s protest on the payment of additional fees concern-
ing unity of invention.

NOTIFICATION

The examining group checks the appropriate box; i.e.,
1or2. If box 2is checked, a clear and concise explanation
as to why the protest concerning the unity of mventlon
was found to be unjustified must be given.

Since the space is limited, supplemental attachment
sheet(s) should be incorporated whenever necessary.

AUTHORIZED OFFICER

Form PCT/IPEA/420 must be signed by a Group
Director.

1876 Notation of Errors and Informalities
by the Examiner

PCT Adrministrative Instructions Section 607
Rectifications of Obvious Errors under Rule 91.1

Where the International Preliminary Examining Authority authoriz-
es a rectification of an obvious error under Rule 91.1, Rule 70.16 and
Section 602 (a) and (b} shall apply mutatis mutandis.

- Although the examiner is not responsible for discov-
ering errors in the international application, if any errors
come to the attention of the examiner, they should be
noted and called to the applicant’s attention. The ex-
aminer may invite applicant to rectify obvious errors us-
ing Form PCT/IPEA/411. Errors that are not obvious
may be called to applicant’s attention in item VII of PCT/
IPEA/AQS,
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AUTHOREZED OFFICER .

Form PCT/IPEA/408 and 411 must be signed by an
examiner having at least partial signatory authority.

1876.01 Request for Rectification and
Notification of Action Thereon

NOTIFECATION OF DECISION CONCERNING RE-
QUEST FOR RECTIFICATION

'The rectification of obvious errors is governed by PCT
Rules 91.1 and 66.5.

NOTIFICATION

If the applicant requests correction of any obvious er-
rors in the international application or in any paper sub-
mitted to the International Preliminary Examining Au-
thority, other than in the request, any acceptable correc-
tion should be authorized by using Form PCT/IPEA/412,

The procedure governing the rectification of obvious
errors is set forth in PCT rules 91.1(d) and 26.4(a). Rec-
tification may be made on the request of the applicant.
Any rectification offered to the international prelimi-
nary examining authority may be stated in a letter ad-
dressed to the international preliminary examining au-
thority if the rectification is of such a nature that it can be
transferred from the letter to the international applica-
tion without adversely affecting the clarity and direct re-
producibility of the sheet on to which the rectification is
to be transferred; otherwise, the applicant is required to
submit a replacement sheet embodying the rectification
and the letter accompanying the replacement sheet must
draw attention to the differences between the replaced
sheet and the replacement sheet.

The examiner after fully considering applicant’s Re-
quest for Rectification of an obvious error, will notify ap-
plicant of the action taken on Form PCT/IPEA/412.
Since the space provided is limited, supplemental
sheet(s) shouid be incorporated whenever necessary...

AUTHORIZED OFFICER

Form PCT/IPEA/412 must be signed by an examiner
having at least partial signatory authority.
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1877 Nucleotide and/or Amino Acid
Sequence Listings During the
International Preliminary Examination

If the International Preliminary Examining Authority
finds that the international application contains disclo-
sure of one or more nucleotide and/or amino acid se-
quences but (A) the international application does not
contain a sequence listing complying with: the standard
provided for in the Administrative Instructions, or (B)
applicant has not furnished a sequence listing in comput-
er readable form complying with the standard provided
for in the Administrative Instructions, the International
Preliminary Examining Authority may request the appli-
cant to furnish such sequence listing or listing in comput-
er readable form in accordance with the Administrative
Instructions. PCT Rule 13%%.1(¢)

1878 Preparation of the Written Opinion

PCT Article 34
Procedure before the International Preliminary
Exomining Authority '

EE

(2)(c) The applicant shall receive at least one written opinion
from the International Preliminary Examining Authority unless such
Authority considers that alf of the following conditions are fulfilied:

(i) the invention satisfies the criteria set forth in Article
33(1), o
(i) the international application complies with the require-
ments of this Treaty and the Regulations in so far as checked by that
Authority,
"+ (iif} no observations are intended to be made under Article
35(2), Jast sentence, ' '

e

37 CFR 1.484. Conduct of international preliminary examina-
tion. '

(a) Aninternational preliminary examination will be conducted
toformulate anon—binding opinion as towhether the claimed invention
has novelty, involves an inventive step (is non-obvious) and is
industrially applicable.

(b) International preliminary examination will begin prompily
uponreceiptof a proper Demand in an application forwhich the United
States International Preliminary Examining Authority is competent, for
which the fees for international prefiminary examination (§ 1.482) have
been paid, and which requests examination based on the application as
filed or as amended by an amendment which has been received by the
United States International Preliminary Examining Authority. Wherea
Demand requests examination based on a PCT Article 19 amendment
which has not been received, examination may begin at 20 months
without receipt of a PCT Article 19 amendment, Where a Demand
requests examination based on a PCYT Article 34 amendment which has
not been received, appticant will be notified and given a time period
within which to submit the amendment.
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(1) Examination will begin after the eatliest of:
(i} Receipt of the amendment;
(i} Receiptof applicant’s statement that no amendment will
be made; or
(i) Expiration of the time period set in the notification.

(2) No international preliminary examination report will be
established prior to issuance of an international search report,

{c} Nointernational preliminary examination willbe conducted
on inventions not previously searched by an International Searching
Authority.

(d) The International Preliminary Examining Authority will
establish a written opinion if any defect exists or if the clajmed invention
lacks novelty, inventive step or industrial applicability and will set a
non—extendable time limit in the written opinion for the applicant to
reply.

{e) If nowritten opinion under paragraph (d) of this section is
necessary, or after any wtitten opinion and the reply thereto or the
expiration of the time limit for reply to such written opinion, an
international preliminary examination report will be established by
the International Preliminary Examining Authority. One copy will be
submitted to the International Bureau and one copy will be submitted to

“the applicant.

(f} An applicant will be permitted a personal or telephone
interview with the examiner, which must be conducted during the
non-—extendable time limit for reply by the applicant to a written
opinion, Additional interviews may be conducted where the examiner
determines that such additional interviews may be helpful to advancing
the international preliminary examination procedure. Asummary ofany
such pessonal or telephone interview must be filed by the applicant as a
part of the reply to the written opinion or, if applicant files no reply, be
made of record in the file by the examiner.

A Written Opinion must be prepared if the examiner:

(A) Considers that the international application
has any of the defects described in PCT Article 34(4);

(B) Considers that the report should be negative
with respect to any of the claims because of a lack of
novelty, inventive step (non—obviousness) or industrial
applicability;

(C) Notices any defects in the form or contents of
the international application under the PCT;

(D) Considers that any amendment goes beyond
the disclosure in the international application as origi-
naily filed;

(E) Wishes to make an observation on the clarity
of the claims, the description, the drawings or to
question whether the claims are fully supported by the
description;

(F) Decides not to carry out the international
preliminary examination on a claim for which no
International Search Report was issued; or

(G) Considers that no acceptable amino acid
sequence listing is available in a form that would allow a
meaningful international preliminary examination to be
carried out,
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The applicant must be notified on Form PCI/
IPEA/408 of the defects found in the application. The
examiner is further required to fuily state the reasons for
his/her opinion (PCT Rule 66.2(b)} and invite a written
reply, with amendments where appropriate (PCT Rule
66.2(c)), setting a time limit for the reply of normally
2 months.

The examiner should insert the words “first” or “sec-
ond”, as the case may be, in the space provided on page 1
of the Written Opinion.

ITEM 1. BASIS OF OPINION

Applicant has two opportunities to amend the inter-
national application prior to international preliminary
examination. Under PCT Article 19, the applicant is en-
titled to one opportunity to amend the claims of the in-
ternational application by filing amendments with the
International Bureau within 2 menths of the mailing of
the International Search Report. See PCT Rule 46.1.
Applicant is also permitted to make amendments before
the International Preliminary Examining Authority un-
der PCT Article 34(2}(b} and PCT Rule 66.1. Any
amendment, however, that does not accompany the fil-
ing of the-Demand but is filed later may not be consid-
ered unless it reaches the examiner before he/she takes
up the application for examination.

- For the purpose of completing Box I, Item 1, of Form
PCT/IPEA/408, substitute and/or rectified sheets of the
specification and drawings filed during Chapter 1 pro-
ceedings are considered to be originally filed pages/
sheets and should be listed as originally filed pages/
sheets. Only those amendments or rectifications to the
specification and drawings filed on the date of Demand
or after the filing of a Demand should be listed as Iater
filed pages/sheets. Substitute and/or rectified sheets of
claims filed during the Chapter I proceedings are also
considered to be originally filed pages/sheets and should
be listed as originally filed pages/sheets. However,
amended sheets of claims filed under Asticle 19 in re-
sponse to the international search report are to be indi-
cated as pages/sheets as amended under Article 19. Cnly
those amendments, or rectifications to the claims filed
on the date of Demand or after the filing of a Demand
should be listed as later filed pages/sheets. All claims
present on a sheet stamped AMENDED SHEET are
listed as amended irrespective of which of the claims
present on that sheet were actually amended. If a claim is

July 1598



1878

made up of sheets filed on different dates, the latest date
is the date that should be used for the claim.

ITEMIL.  PRIORITY

Item Il of Form PCT/IPEA/408 is to inform applicant
of non—establishment of a request for priority.

If applicant fails to furnish a copy or translation of the
earlier application, whose priority has been claimed,
within the time limit set by the examiner pursuant to
PCT Rule 66.7, check box No. 1 and then check the first
box of the subsection if applicant failed to furnish a copy
of the earlier application whose priority has been
claimed, and check the second box in the subsection if
applicant failed to furnish a translation of the earlier ap-
plication whose priority has been claimed.

When the claim for priority has been found invalid
(e.g., the claimed priority date is more than one year
prior to the international filing date and the notification
under PCT Rule 4,10(d) has been provided or all claims
are directed to inventions which were not described and
enabled by the earlier application), check box No. 2 of
Item II and indicate why the claim for priority has been
found invalid following No. 3 “Additional observations™,
‘The examiner is reminded that when some claims in an
international application are directed to an invention
which was disclosed in the earlier application, the prior-
ity claim is valid provided that a copy and/or transiation
of the earlier application have/has been filed and the fil-
ing date of the earlier application is one year or less from
the filing date of the international application. '

NON ~ESTABLISHMENT OF OPINION
ON NOVELTY, INVENTIVE STEP AND
INDUSTRIAL APPLICABILITY .

ITEM 1iL.

Item III of Form PCT/IPEA/408 is intended to cover
situations where some or all claims of an application are
so unclear or inadequately supported by the description
that the question of novelty, inventive step (nonobvious-
ness), and industrial applicability cannot be considered,
or where the international application or claims thereof
relate to subject matter which does not require interna-
tional preliminary examination, or where no interna-
tional search report has bedn established for the claims.

If some or all of claims of an application relate to sub-
ject matter which does not require international prelimi-
nary examination, check the appropriate box, indicate
which claims relate to that subject matter and specify the
reasons. '
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If some or all of the claims of an application are so un-
clear that no meaningful opinion could be formed, check
the appropriate box, indicate which claims are unclear
and specify the reasons.

If some or all of the claims are so madequately sup-
ported by the description that no meaningful-opinion
could be formed, check the appropriate box.

I no international search report has been established
for certain claims, check the appropriate box and indi-
cate the claim numbers.

ITEMIV. LACK OF UNITY OF INVENTION

Item IV of Form PCT/IPEA/408 should be used bythe
examiner to notify applicant that lack of umty of inven-
tion has been found.

If in reply to an invitation to restrict, applicant re-
stricted the claims to a particular group, check the fjrst
box under subsection 1.

If applicant paid additional fees for examination of
additional invention, check the second box under sub
section 1.

If the additional fees were paid under protest check
the third box under subsection 1. :

If applicant neither restricted nor paid additional fees
in reply to the objection of lack of unity of invention,
check the fourth box under subsection 1.

Subsection 2 of Item IV is to be completed if the ex-
aminer determines that unity of invention is lacking but
chooses not to invite the applicant to restrict or pay addi-
tional fees.

Subsection 3 of Item IV isto be completed to mdxcate
which claims were the subject of international prelimi-
nary examination.

If all claims are to be examined, check the first box un-
der subsection 3.

If only some of the claims were the subject ofi mterna«
tional preliminary examination, check the second box
under subsection 3 and identify the claim numbers.

REASONED STATEMENT WITH  RE-
GARD TO NOVELTY, INVENTIVE STER
AND INDUSTRIAL APPLICABILITY OF
CLAIMS

ITEM V.

In Item V, the examiner must list in su_rlnma.ry form all
claims with regard to the criteria of novelty (N), inven-
tive step (IS), and industrial applicability (IA).
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Iteni Vis the main purpose of the Written Opinion.
All claims without fatal defects are treated on the merits
in Item V as to novelty, inventive step (nonobviousness)
and industrial applicability.

The treatment of claims in Item V is similar in format

to an Office action in a U.S. national patent application
except that the words “rejection” and “patentability” are
never used in a Written Opinion. On the international
level, all Written Opinions are nonbinding and a patent
does not issue; what does issue is an International Pre-
liminary Examination Report (IPER), which is nonbind-
ing on the Elected States.

Examiner statements in Item V can be positive and/or
negative. If, for example, claims define over the prior art
and meet the test of novelty, inventive step (nonobvious-
ness) and industrial applicability, a statement equivalent
to detailed reasons for allowance in a corresponding
U.S. application, indicating how the claims meet the
tests of novelty, inventive step and industrial applicabili-
ty is sufficient, If on the other hand it is the opinion of the
examiner that some or all claims lack novelty, inventive
step, and/or industrial applicability, specific reasons for
the opinion employing PCT form paragraphs, if ap-

_ propriate, must be given similar to those used in U.S. na-
tional applications including a statement of motivation
to combine references cited regarding negative state-
ments of inventive step.

Form paragraphs to be used by the examiners appear
in the relevant sections of this Manual, All examiners are
expected to use the PCT form paragraphs in formulating
any negative statements listed in Item V.

Examiners are encouraged to indicate any amend-
ments which applicant could present which would avoid
a negative statement in the International Preliminary
Examination Report.

All international applications where an examination
has been demanded should be searched by the examiner
at least to the point of bringing the previous search up to
date, Prior art discovered in a search and applied in an
Item V statement must be made of record in Item V.,
Prior art already cited on the International Search Re-
port need not again be cited on the Written Opinion or
International Preliminary Examination Report. The
subsequently discovered prior art is to be cited in com-
pliance with PCT Rule 43.5 and Administrative Instruc-
tions Section 503 using the same citation format used on
the International Search Report.
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1 18.01 Lacks Novelty
Claim{1] novelty under PCT Article 33(2) as being anticipated

by [21.

Examiner Note:

1. Inbracket 1, ploralize ‘claim’ if needed, insert claim no.(s), and the
verb ——lack—— or - ~lacks——, as appropriate.
2. Inbracket 2, insert name of prior art relied upon.

18.02  Lacks Inventive Step — One Reference
Claim{1] an inventive step under PCT Article 33(3) as being obvious
over [21. [31

Examiner Note:

1. Inbracket 1, pluralize ‘claim’ if needed, insert claim no.(s), and the
verb ~—lack—— or ——lacks——, as appropriate.

2. Inbracket 2, insert name of prior art relied upon.

3. Inbracket 3, add reasoning,

9 18.02.01 Lacks Inventive Step — Two References
Claim[1] an inventive step under PCT Auticle 33(3) as being obvious
over [2] in view of [3]. [4]

Examiner Note: :

1. Inbracket 1, pharalize ‘claim’ if needed, insert claimno.(s}, and the
verb ——lack--~ or - -lacks~ -, as appropriate. .

2. Inbracket 2, insert name of FRIMARY prior art relied upon.

3.  Inbracket 3, insert name of SECONDARY prior art relied upon,
4. Inbracket 4, add reasoning.

Y 18.02.02 Lacks Inventive Step — Additional Reference

Claim[1] an inventive step under PCT Auticle 33(3) as being obvious
overthe prior art as applied in the immediately preceding paragraph and
further in view of [2]. [3]

Examiner Note:

1. This form paragraph may follow cither 18.02 or 18.02.01.

2. Inbracket 1, pluralize ‘claim’ if needed, insert claim no.(s), and the
verb ——lack—— or — ~lacks~—, as appropriate.

3. Inbracket 2, insert name of additional prior art relied upon.

4. Inbracket 3, add reasoning,

9 18.03 Lacks Industrial Applicability
Claim{1} industrial applicability as defined by PCT Article 33(4). [2]

Examiner Note:

1. Inbracketl,pluralize ‘claim’ if needed, insert claimno.(s), and the
verb - —~lack— -~ or ——lacks——, as appropriate.

2. Inbracket 2, add reasoning.

1 18.04 Meets Novelsy, Inventive Step and Industrial Applicabili-

Claim{1] the criteria set out in PCT Article 33(2)—(4), because the
prior art does not teach or fairly suggest [2].

Examiner Note:

1. Inbracket 1, pluralize ‘claim’ if needed, insert claim no.(s), and the
verb ——~meet—— or ——meets——, as appropriate.
2. Inbracket 2, insert patentable subject matter.

ITEMVE. CERTAIN DOCUMENTS CITED

Item VI provides a convenient manner of listing two
different types of documents:

(A) Published documents — by the application
number or patent tumber as well as the publication date,
filing date and priority date; and '
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(B) Nonwritten disclosure — by the kind of

disclosure, date of the disclosure and the date of the
written disclosure referring to the nonwritten disclosure.

ITEM VIIL. CERTAIN DEFECTS IN THE INTERNA-
TIONAL APPLICATION

In Item VII, defects in the form and content of the in-
ternational application are identified.

Examples of defects that wouid be listed in Item VII
are:

{A) Informalities such as misplaced andfor
omitted drawing numerals, misspelled words, grammat1~
cal ertors, etc. ‘

(B) An amendment to the drawings, description
or claims which was not timely filed.

(C) Improper multiple—dependent claims (PCT
Rule 6.4) if not indicated under Item 1.

The following form paragraphs are used in Box VII
of PCT/IPEA/408 or PCT/IPEA/409 “Certain defects
in the international application” for noting technical
defects,

T 18.08 Drawing Objections — Defects
The drawings are objected to under PCT Rule 66.2{a)(iii) as
containing the following defect(s) in the form or content thereof: [1]

. Examiner Note:
In bracket 1, insert identification of defects in drawings.

1 18.08.01 Drawing Is Required

The subject matter of this application admits of illustration by
drawing to facifitate understanding of the invention, Applicant is
required under PCT Article 7(1) to furnish a drawing.

1 18.09 Description Defective
. The description is objected to as containing the following defect(s)
under PCT Rule 66.2(a)(iii) in the form or contents thereof: [1)

Examiner MNote:
" Inbracket 1, insert the technical problem, e.g., misspelled word.

1 18.10 Claims Defective
Claim{1] objected to under PCT Rule 66.2(a)(iif) as containing the
following defect(s) in the form or contents thereof: [2]

Examiner Note:

1. Inbracket 1, pluralize ‘claim’ if needed, insert claim no.(s) and the
appropriate verb ——is—— or ——are——,

2. Inbracket 2, identify the technical deficiency.
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ITEM VIil. CERTAIN OBSERVATIONS ON THE IN-
TERNATIONAL APPLICATION. .

In Item VIII, the examiner notifies the applicant of
observations made as to the clarity of the claims, the
description, the drawings, or on the question whether
the claims are fully supported by the description. -

If the claims, the description, or the drawings aré so
unclear, or the claims are so inadequately supported by
the description, that no meaningful opinion can be
formed on the question of novelty, inventive step (nonob-
viousness) or industrial applicability, the applicant is so in-
formed in Item III (PCT Acticle 34(4)(a)(ii)). Reasons for
the examiner’s opinion that the claims, description and
drawings, etc., lack clarity must also be provided. -

If the above situation is found to exist in certain claims
only, the provisions of PCT Article 34(4)(;1) shali apply
to those claims only.

If the lack of clarity of the claims, the description, or the
drawings is of such a nature that it is possible to form a
meaningful opinion on the claimed subject matter, then it
is required that the examiner consider the claims and ren-
der a Written Opinion on novelty, inventive step, and in-
dustrial applicability in Item V of Form PCTAPEA/408.

Since the claims of an international application are
not subject to a rejection on either art or indefiniteness
consistent with U.S. practice, observations by the ex-
aminer with regard {o clarity of the claims, the descrip-
tion and the drawings will be treated in the form of an
objection in the Written Opinion in Item VIIIL.

The following form paragraphs are used in Box VIII
“Certain observations on the iniernational application”
of PCT/TPEA/408 and PCT/IPEA/409 for noting objec-
tions which are substantive rather than merely technical
in nature,

% 1811 Drawing Objections ~ Lack Clarity
The drawings are objected to under PCT Rule 66.2(a)(v) as lacking
clarity under PCY Axticle 7 becaunse: 1] ‘

Examiner Note:
In bracket 1, insert reasons why the drawings lack clarity, eg.,
inaccurate showing.

T 18.12 Description Defective — Lacks Written Description
The description is objected to under PCT Rule 66.2(a)(v) as lacking

clarityunder PCT Article Sbecause it fails tocontainan adequate written

description of [1]. The description is inadequate because: [2}

Examiner Note:

1. Inbracket 1, identify the subject matier not described in the de-
scription.

2. Inbracket 2, insert reasons,
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% 181201 Claims Objectwnable Inadeguate Written Descrip-
tion

Clair[1] objected to as lacking clarity under PCT Rule 66.2(a)(v)
because practice of the claimed invention is not adequately described in
writing, as required under PCT Rule 5.1(=)(iii), for the reasons set forth
in the immediately preceding paragraph.

" Examiner Note:

1. This form paragraph is to be used immediately after form para-
graph 18.12.

2. Inbracket 1, pluralize ‘claim’ if needed, insert claim no.(s), and the
verb ——is—— or ——are——, as appropriate.

% 18.13 Description Defective — Not Enabling

The description is objected to under PCT Rule 66.2(a)(v) as facking
clarity under PCT Article Sbecause it fails to adequately enable practice
of the claimed invention because: [1]

Examiner Note:
In bracket 1, insert objection and reasons.

4 18.13.01 Claims Objectionable — Non—Enabling Disclosure

Claim{1] objected to as lacking clarity under PCT Rule 66.2{a}(v)
because practice of the claimed invention is not enabled as required
under PCT Rule 5.1(a) for the reasons set forth in the immediately
preceding paragraph.

Examiner Note; .

1. Inbracket 1, pluralize ‘claim’ if needed, insert claim no.(s) and the
appropriate verb ——is—— or —-arg~ -,

2. This form paragraph is to be used immediately after form para-
graph 18,13,

% 1814 Descnpuon Defective — No Best Mode

The description is objected to under PCT Rule 66.2(a)(v) as }ackmg
clarity for failing to describe the best mode for practicing the claimed
subject matter as required by PCT Rule 5.1(a)(v). The best mode is not
described because: [1}

Examiner Note:
In bracket 1, insert objection and reasons,

Y 18.14.01 Claims Objectionable — Lack of Best Mode

Claim[1] objected to under PCT Rule 66.2(a}(v) as lacking clarity
because the claim[2} based on a description which fails to describe the
best mode for carrying out the invention under PCT Rule 5.1(a){v) for
the reasons set forth in the immediately preceding paragraph.

Examiner Note:

1. Ibracket 1, pluralize ‘claim’ if needed, insert claim no. (s) andthe
appropriate verb — —is—— of ~—are~ .

2. Inbracket 2, pluralize ‘claim’ if needed, and insert the appropriate
verb ——is—— or ——are——, _

3. This form paragraph is to be used immediately following form
paragraph 18.14,

1 18.15 Claims Objectionable — Indefiniteness

Claim[1} objected to under PCT Rule 66.2(a)(v) as lacking clarity
nnder PCT Article 6 because claim[2] indefinite for the foliowing
reason(s): {3]

Examiner Note:

1. Inbzackets 1and 2, pluralize ‘claim’ if needed, insert claim no.(s}
and the appropriate verb ——is—— or ~—~are—~.

2. Inbracket 3, insert reasons.
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TIME TO REPLY

An invitation by the International Preliminary Ex-
amining Authority (IPEA} to applicant to reply to the ex-
aminer’s Written Opinion will normally set a 2~-month
time limit to reply. ‘

The time may be as short as 1 month or as fong as
3 months dependent upon the time remaining before the
International Preliminary Examination Report is due.

AUTHORIZED OFFICER

Every Written Opinion must be signed by an examiner
having at ieast partial signatory authority.

The first document prepared by the examiner in most
international applications during the international pre-
liminary examination proceedings will be the Written
Opinion. Normally only in those international applica-
tions where all the formal matters are proper and the
claims are directed to inventions which have novelty,
inventive step and industrial applicability will an Inter-
national Preliminary Examination Report be established
without a Written Opinion having been issued first.

1878.01(a) Prior Art Under Chapter II

PCT Article 33
The International Preliminary Examination

LS L

(6} The international preliminary examination shall take into
consideration all the documents cited in the international search report.
It may take into consideration any additicnal documents considered to
be relevant in the particular case.

PCT Rule 64
Prior Art for Intemational Preliminary Examination

64.1. Prior Art
(ay For the purposes of Article 33(2) and (3), everything made
available to the public anywhere in the world by means of written
disclosure {including drawings and other illustrations) shail be consid-
ered prior art provided that such making available occurred prior to the
relevant date.
(b) For the purposes of paragraph (a), the relevant date will be:
(i) subject to item (ji), the international filing date of the
international application under international preliminary examination;
(ii} where the international application under international
preliminary examination validly claims the priority of an earlier applica-
tion, the fiting date of such earlier application.

64.2. Non—Written Disclosures

In cases where the making available to the public occurred by means
of an oral disclosure, use, exhibition or other non—written means
{“non-written disclosure™) before the relevant date as defined in Rule
64.1(b) and the date of such non—written disclosure is indicated in a
written disclosure which has been made available to the publicona date
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which is the same as, or later than, the relevant date, the non~—written
disclosure shall not be considered part of the prior art for the purposes of
Article 33(2) and (3). Nevertheless, the international prefiminary
examination report shall call attention tosuch non—written disclosure in
the manner provided for in Rule 70.9.

64.3. Certain Published Documents

', In cases where any application or any patent whtch would constitute
prior art for the purposes of Article 33(2) and (3) had it been published
prior to the relevant date referred to in Rule 64.1 was published ona date
which is the same as, or later than the relevant date but was filed earlier
than the relevant date or claimed the priority of an earlier application
which had been filed prior to the relevant date, such published
application or patent shall not be considered part of the prior art for the
purposes of Article 33(2) and (3). Nevertheless, the international
preliminary examination reportshall call attention to sachapplication or
patent in the manner provided for in Rule 70.190,

The relevant date for the purpose of considering prior
art is defined in PCT Rule 64.1(b) as the international fil-
ing date or, where the international application contains
a valid claim for priority, that date of priority.

In cases where any application or any patent which
would constitute prior art for the purpose of internation-
al preliminary examination as to novelty and inventive
step (nonobviousness) was published on or after the rele-
vant date of the international application under consid-
eration but was filed earlier than the relevant date or
claimed the priority of an earlier application which was
filed prior to the relevant date, the published application
or patent is not to be considered part of the prior art for
the purpose of international preliminary examination as
to novelty and inventive step. Nevertheless, these docu-
ments are to be listed on Form PCT/IPEA/409 under the
heading “CERTAIN PUBLISHED DOCUMENTS”.

In determining whether there is inventive step, ac-
count should be taken of what the applicant acknowl-
edges in his/her description as known. Such acknowl-
edged prior art should be regarded as correct and used
during preliminary examination where appropriate.

For oral or nonwritten disclosure, see PCT Rules 64.2
and 70.9,

1878.01 (a) (1) Novelty Under Chapter I
Novelty is defined in PCT Axticle 33(2).

PCT Article 33
The International Preliminary Examination

R o ok

" (2) For itie purposes of the international preliminary examina-
tion, a claimed invention shall be considered novel if it is not anticipated
by the prior art as defined in the Regulations,
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1878.01(a)(2) Inventive Step Under Chapter II

Inventive step is defined in PCT Article 33(3).

PCT Article 33
The International Preliminary Examination

s kR

(3) Forpurposesoftheinternational preliminary examination, a
chaimed invention shall be considered to involve an inventive step if,
having regardtothe prior art asdefinedin the Regulations, itishot, atthe
prescribed relevant date; obvious to-a person skilted in the art,

e L L]

PCT Rule 65
Inventive Step or Non —Obviousness

65.1. Approach to Pripr Art

For the purposes of Article 33(3), the international preliminary
examination shall take into consideration the relation of any particular
claim to the prior art as a whole. It shall take into consideration the
claim’s relation not only to individual documents or parts thereof taken
separately but also its refation to combinations of such documents or
parts of documents, where such combinations are obvious to a person
skilled in the art. :

65.2. Relevant Date

For the purposes of Article 33(3), the relevant date for the
consideration of inventive step (non—obviousness) is the date pre-
seribed in Rule 64.1.

1878.01(a)(3) Industrial Applicability Under

Chapter I
Industrial applicability is defined in PCT Article 33(4).
PCT Article 33

The International Preliminary Examination

ks Ry

{4) For the purposes of the international preliminary examina-
tion, a claimed invention shall be considered industzially applicable if,
according to its nature, it can be made or used {in the technological
sense) in any kind of industry. Industry shall be understood in its
broadest sense, as in the Paris Convention for the Protcctaon of
Industrial Property.

ook oK

1878.02 Reply to the Written Opinion

PCT Ariicle 34
Procedure before the International Preliminary Examining
Authority

LE L X 2]

(2)(a) The applicant shatl have 2 right to communicate orally and
in writing with the International Preliminary Examining Authority.

1800 — 92
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(b) The applicant shall have a right to amend the claims, the
description, and the drawings, in the prescribed manner and within the
prescribed time limit, before the international preliminary examination
reportisestablished. The amendmentshall not go beyond the disclosure
in the international application as filed.

LR LS

(d) The applicant may respond to the written opinion.

EE e T

. PCT Rule 66
Procedure before the International Preliminary Examining
Authority

Hdok kA

66.3. Formal Response to the International Prellminary Examining
Authority

{a) The applicant may respond to the invitation referred to in
Rule 66.2(c) of the International Preliminary Examining Authority by
makingamendmentsor ifhe disagrees withthe opinion of that Authority
by submitting arg‘uménts, as the case may be, or do both.

{(b) Anyresponse shali be submitted direetly to the International
Preliminary Examining Authority.

FET T

60.5. Amendment

Any change, other than the rectification of obvious errors, in the
claims, the description, or the drawings, including cancellation of claims,
omission of passages in the description, or omission of certain drawings,
shall be considered an amendment.

66.6. Informal Communications with the Applicant

The International Prefiminary Examining Authoritymay, atanytime,
communicate informally, over the telephone, in writing, or through
personal interviews, with the applicant. The said Authority shall, at its
discretion, decide whether it wishes to grant more than one personal
interview if so requested by the applicant, orwhether it wishes to repiy to
any informal written communication from the applicant.

EEE L L]

66.8. Form of Amendments

(a) Subject to paragraph (b), the applicant shall be required to
submit a replacement sheet for every sheet of the international
application which, or account of an amendment, differs from the sheet
previously filed. The letter accompanying the replacement sheets shall
draw atiention to the differences betwéen the replaced sheets and the
replacement sheets and shall preferably also explain the reasons for the
amendment,

(b) Wheretheamendment consists in the deletion of passages or
in minor alterations or additions, the replacement sheet referred to in
patagraph (a) may be a copy of the relevant sheet of the international
application containing the alterations or additions, provided that the
clarity and direct reproducibility of that sheet are not adversely affected.
To the extent that any amendment resultsin the cancellation of an entire
sheet, that amendment shall be communicated in a letter which shall
preferably also explain the reasons for the amendment.

1800 - 93
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66.9. Language of Amendments

{a) Subject to paragraphs {b) and (¢}, if the international
application has been filed in a language other than the language inwhich
it is published, any amendment, as well as any letter referred to in Rule
66.8, shall be submitted in the language of publication.

(b} If the international preliminary examination is carried out,
purseant to Rule 55.2, on the basis of a translation of the international
application, any amendment, as well as any letter referred to in
paragraph (a), shall be submitted in the language of that translation.

(¢) Subject to Rule 553, if an amendment or letter is not
submitted in a language as required under paragraphs (a) or (b), the
International Preliminary Examining Authority shall, if practicable
having regard to the time HEmit for establishing the international
preliminary examination report, invite the applicant to furnish the
amendment or letter in the required Janguage within a time limit which
shall be reasonable under the circumstances. .

(d) If the applicant fails to comply, within the time limit under
paragraph (c), with the invitation to furnish an amendment in the
required language, the amendment shall not be taken into account for
the purposes of the international preliminary examination. If the
applicant fails to comply, within the time limit under paragraph (c), with
the invitation to furnish a letter referred to in paragraph (a) in the
required language, the amendment concerned need not be taken into
account for the purposes of the international preliminary examination.

37 CFR 1.485. Amendments by applicant during international
preliminary examination.

(a} The applicant may make amendments at the time of filing of
the Demand. The applicant may also make amendments within the time
limit set by the International Preliminary Examining Authority for reply
to any notification under § 1.484(D) or to any written opinion. Any such
amendments must:

(1) Be made by submitting a replacement sheet in com-
pliance with PCT Rules 10 and 111 to 11.13 for every sheet of the
application which differs from the sheet it replaces unless an entire sheet
is cancelled; and

(2) Include a description of how the replacement sheet
differs from the replaced sheet, Amendments that do not comply with
PCT Rules 10 and 11.1 to 11.13 may not be entered.

(b) Ifanamendment cancels an entire sheet of the international
application, that amendment shall be communicated in a letter.

All amendments in reply to a Written Opinion must be
received within the time limit set for reply in order to be
assured of consideration in the International Prelimi-
nary Examination Report. Amendments filed at or be-
fore expiration of the period for reply will be considered.
Since the examiner will begin to draw up the final report
rather promptly after the time period expires, amend-
ments filed after expiration of the reply period may not
be considered. In view of the short time period for
completion of preliminary examination, applicants are
strongly encouraged to file any amendments promptly.
37 CFR 1.484(d) does not allow for extensions of time to
reply to a Written Opinion. The policy of not allowing

July 1998



1878.02

extensions of time is to ensure that the USPTO can meet
its treaty deadline for transmission of the final report.

Any change, other than the rectification of obvious er-
rors in the claims, the description, or the drawings, in-
cluding the cancellation of claims, omission of passages
in the description or omission of certain drawings will be
considered an amendment (PCT Rule 66.5). The Patent
and Trademark Office when acting as the International
Preliminary Examining Authority will not accept any
non—English applications or amendments.

Any amendments to the claims, the description, and
the drawings in reply to a Written Opinion must (1) be
made by submitting a replacement sheet for every sheet
of the application which differs from the sheet it replaces
uniess an entire sheet is cancelled and (2) include a de-
scription of how the replacement sheet differs from the
replaced sheet in accordance with PCT Rule 66.8.

In the particular case where the amendment cancels
clairos, passages in the description or certain drawings
resulting in the cancellation of an entire sheet, the
amendment must be submitted in the form of a letter
canceliing the sheet (PCT Rule 66.8(a)).

Replacement sheets must be in typed form.

Any paper submitted by the applicant, if not in the
form of a letter, must be accompanied by a letier signed
by the applicant or agent (PCT Rule 92.1). The letter
must draw attention to the differences between the re-
placed sheet and the replacement sheet.

The examiner shouid make sure that amendments
filed in accordance with the PCT, which are necessary to
correct any deficiencies notified to the applicant, do not
go beyond the disclosure of the international application
as filed, thus violating PCT Article 34(2)(b). In other
words, no amendment should contain matter that cannot
be substantiated by the application as originally filed. In
a situation where new matter is introduced by amendment
in reply to a Written Opinion, the International Prelimi-
nary Examination Report will be established as if the
amendment had not been made, and the report should so
indicate. It shall also indicate the reasons why the amend-
ment goes beyond the disclosure (PCT Rule 70.2(c)).

INTERVIEWS

The examiner or applicant may, during the time limit
for reply to the Written Opinion, request a telephone or
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personal interview. Only one interview is a matter of
right, whether by telephone or in person. Additional in-
terviews may be authorized by the examiner in a particu-
lar international application where such additional in-
terview may be helpful to advance the international pre-
liminary exanmination procedure.

All interviews of substance must be made of record by
using PCT/IPEA/428 Notice on Informal Communica-
tion with the Applicant.

When an interview is arranged, whether by telephone
or in writing, and whether by the examiner or by the ap-
plicant, the matters for discussion should be stated.

The records of interviews or telephone conversations
should indicate, where appropriate, whether a reply is
due from the applicant or agent or whether the examiner
wishes to issue an additional written opinion or establish
the International Preliminary Examination Report.

If the applicant desires to reply to the Written Opin-
ion, such reply must be filed within the time lmit set for
reply in order to assure consideration. No extensions to
the time limit will be considered or granted. ¥ no timely
reply is received from the applicant, the International
Preliminary Examination Report will be established by
the examiner, treating each claim substantially as it was
treated in the Written Opinion. Replies to the Written
Opinion which are not filed within the time limit set but
which reach the examiner before the examiner takes up
the application for preparation of the final report may be
considered, Thus, only timely replies can be assured of
consideration.

‘The applicant may reply to the invitation referred to
in Rule 66.2(c} by making amendments or, if the appli-
cant disagrees with the opinion of the authority, by sub-
mitting arguments, as the case may be, or both (PCT
Rule 66.3).

The United States rules pertaining to international
preliminary examination of international applications
do not provide for any extension of time to reply to a first
Written Opinion. '

If applicant does not reply to the Written Opinion, the
International Preliminary Examination Report will be
prepared in time for forwarding to the International Di-
vision in finished form by 27 months from the priority
date.
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1879 Preparation of the International
Preliminary Examination Report

PCT Article 35
The International Preliminary Examination Report

(1} The international preliminary examination report shail be
established within the prescribed time limit and in the prescribed form.

(2) The international preliminary examination report shall not
contain any statement on the question whether the claimed invention is
or seems to be patentable orunpatentable according to any national iaw.
It shall state, subject to the provisions of paragraph (3), in relation to
each claim, whether the claim appears to satisfy the critetia of novelty,
inventive step (non-—obviousness), and industrial applicability, as
defined for the purposes of the international preliminary examination in
Article 33(1) to {4). The statement shall be accompanied by the citation
of the documents believed to support the stated conclusion with such
explanations as the circumstances of the case may require. The statement
shall also be accompanied by such other observations as the Regulations
provide for. '

(3)(a) H, at the time of establishing the International preliminary
examinationreport, the International Preliminary Examining Authority
considers that any of the situations referred to in Article 34(4)(a) exists,
that report shall state this opinion and the reasons therefor. It shall not
contain any statement as provided in paragraph (2).

{b) Ifasiteation under Article 34(4)(b) is found to exist, the
international preliminary examination report shall, in relation to the
claims in question, contain the statement as provided in subparagraph
(a), whereas, inrelation to the other claims, it shall contain the statement
as provided in paragraph (2).

Admiristrative Instructions Section 604
Guidelines for Explanations Contained in the International
Preliminary Examination Report

(a) Explanations under Rule 70.8 shall clearly point out to
which of the three criteria of novelly, inventive step (nonobviousness)
and industrial applicability referred to in Article 35(2}, taken scparate-
ly, any cited document is applicable and shall clearly describe, with
reference to the cited documents, the reasons supporting the conclusion
that any of the said criteria is or is not satisfied.

(b} Explanations under Article 35(2) shall be concise and
preferably in the form of short sentences.

After examination of the international application, if
there are no negative statements and/or negative com-
ments for Form PCT/IPEA/408, then the only statement
that will issue from the International Preliminary Ex-
amining Authority will be the International Preliminary
Examination Report (IPER).

The International Preliminary Examination Report is
established on Form PCT/IPEA/409.

The International Preliminary Examination Report
must be established within 28 months from the priority
date if the Demand was filed prior to the expiration of
19 months from the priority date; otherwise, the time
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limit is 9 months from the start of the international
preliminary examination. To meet this 28-~month date
for establishing the report, Office practice is to complete
internal processing by 27 months from the priority date
in order to provide adequate time for reviewing, final
processing and mailing. Thus, under normal circum-
stances, the applicant receives the report, at the latest,
2 months before national processing at the elected Of-
fices may start. This ensures that he/she has time to con-
sider whether, and in which elected Offices, he/she wants
to enter the national stage and to take the necessary
action.

The International Preliminary Examination Report
contains, among other things, a statement (in the form of
simple “yes” or “no”}, in relation to each claim which has
been examined, on whether the claim appears to satisfy
the criteria of novelty, inventive step (non-—obvious-
ness) and industrial applicability. The statement is,
where appropriate, accompanied by the citation of rele-
vant documents together with concise explanations
pointing out the criteria to which the cited documents
are applicable and giving reasons for the International
Preliminary Examining Authority’s conclusions. Where
applicable, the report also includes remarks relating to
the question of unity of invention. :

The International Preliminary Examination Report
identifies the basis on which it is established, that is,
whether, and if so, which amendments have been taken
into account. Replacement sheets containing amend-
ments under PCT Article 19 and/or Article 34 which have
been taken into account are attached as “annexes” to the
International Preliminary Examination Report. Amend-
ments under PCT Article 19 which have been considered
as reversed by an amendment under PCT Article 34 or
which have been superseded by later replacement sheets
are not annexed to the report; neither are the letters
which accompany replacement sheets,

The International Preliminary Examination Report
may not express a view on the patentability of the inven-
tion. PCT Article 35(2) expressly states that “the inter-
national preliminary examination report shall not con-
tain any statement on the question whether the-claimed
invention is or seems to be patentable or unpatentable
according to any national law.”

CLASSIFICATION OF SUBJECT MATTER

The classification of the subject matter shall be either
(1) that given by the International Searching Authority
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under PCT Rule 43.3, if the examiner agrees with such
classification, or (2) shall be that which the examiner
considers to be correct, if the examiner does not agree
with that classification. Both the International Patent
Classification (IPC) and the U.S. classification should be
given. This classification is placed on the first sheet of the
report.

ITEM L BASIS OF REPORT

The International Preliminary Examination Report
will be established on the basis of any amendments, recti-
fications, priority and/or unity of invention holdings and
shall answer the questions concerning novelty, inventive
step, and industrial applicability for each of the claims
under examination,

In completing Form PCT/IPEA/409, the examiner
should first indicate any amendments and/or rectifica-
tions of obvious errors taken into account in establishing
the International Preliminary Examination Report. The
amendments and/or rectifications should be indicated by
references to the dates on which the amendments and/or

 rectifications were filed.

For the purpose of completing Box I, item 1, substitute
and/or rectified sheets of the specification and drawings
filed during Chapter I proceedings are considered to be
originally filed pages/sheets and should be listed as origi-
nally filed pages/sheets. Only those amendments or rec-
tifications to the specification and drawings filed on the
date of Demand or after the filing of 2 Demand should
be listed as later filed pages/sheets.

Substitute and/or rectified sheets of claims filed dur-
ing the Chapter I proceedings are also considered to be
originally filed claims and should be listed as originally
filed claims. However, amended sheets of claims filed
under Article 19 in response to the international search
report are to be indicated as claims as amended under
Aaxticle 19. Applicant’s submission of a timely amend-
ment to the claims alleged to be under Article 19 is ac-
cepted under Article 34 (not Article 19) unless the Inter-
national Bureau has indicated the amendments were ac-
cepted under Article 19. Only those amendments, or rec-
tifications to the claims filed on the date of Demand
or after the filing of a Demand should be listed as later
filed claims. All claims present on a sheet stamped
AMENDED SHEET are listed as amended irrespective
of which of the claims present on that sheet were actually
amended. If a claim is made up of sheets filed on differ-
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ent dates, the latest date is the date that should be used
for the claim. A ,

Amendments and/or rectifications filed but not taken
into account in the establishment of the report (e.g., an
amendment not taken into account because the amend-
ment went beyond the disclosure of the international
application as filed or a rectification that is not consid-
ered to be merely a correction of an obvious error) are
then indicated separately. The replacement sheets (but
not replacement sheets superseded by later replacement
sheets) or letters cancelling sheets under PCT Rule
66.8(a) are included as an annex to the report.

The finai report package when sent to the the Interna-
tional Application Processing Division for mailing must
include copies of all amendments and rectifications en-
tered and any cover letters to those amendments.

ITEMII. PRIORITY

Item I of Form PCT/IPEA/409 is to inform applicant
of non—establishment of a request for priority. If the re-
port is established as if the priority claim contained in the
Request of the international application had not been
made, it shall so indicate. This will occur in the event that
the applicant has failed to comply with the invitation to
furnish either

(A) a copy of the earlier application whose
priority is claimed, or

(B) a translation of the earlier application, or

(C) where the priority claim is found invalid, e.g.,
the claimed priority date is more than one year prior to
the international filing date (PCT Rule 17) or all claims
are directed to inventions which were not described and
enabled by the earlier application (PCT Rule 64.1), or

(D) where the priority claim has been withdrawn,

ITEMIII. NON-ESTABLISHMENT OF OPINION
WITH REGARD TO NOVELTY, INVEN-
TIVE STEP OR INDUSTRIAL APPLICA-
BELITY

Indications that a report has not been established
on the questions of novelty, inventive step or industrial
applicability, either as to some claims or as to all claims,
are given in Item III on the Report. The examiner must'
specify that the report has not been established because:

(A) the application relates to subject matter which
does not require international preliminary examination;

(B) the description, claims or drawings are so
unclear that no meaningful opinion could be formed;
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- (C) the claims are so inadequately supported by
the description that no meaningful opinion could be
formed.

Where the report has not been established in relation
to certain claims only, the claims affected must be speci-
fied.

ITEMIV. LACK OF UNITY OF INVENTION

If the applicant has paid additional fees or has re-
stricted the claims in response to an invitation to do so or
if the applicant has failed to respond to the invitation to
pay additional fees or restrict the claims, the Interna-
tional Preliminary Examination Report shail so indicate.
The examiner should indicate whether:

(A) the claims have been restricted;

(B) additional fees have been paid without pro-
test;

(C) additional fees have been paid by the appli-
cant under protest;

{ID) the applicant has neither restricted the claims
nor paid additional fees;

(E) the examiner was of the opinion that the
international application did not comply with the
requirement of unity of invention but decided not to
issue an invitation to restrict the claims or pay additional
fees.

In addition, if the examiner is examining less than ajl
the claims, the examiner must indicate which parts of the
international application were, and which parts were
not, the subject of international preliminary examina-
tion.

In the case where additional fees were paid under pro-
test, the text of the protest, together with the decision
thereon, must be annexed to the report by International
Application Processing Division IPEA personnel if the
applicant has so requested.

Where an indication has been given under item (E)
above, the examiner must also specify the reasons for
which the international application was not considered
as complying with the requirement of unity of invention.
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REASONED STATEMENT UNDER AR-
TICLE 35(2) WITH REGARD TO NOV-
ELTY, INVENTIVE STEP AND IN-
DUSTRIAL APPLICABILITY; AND CITA-
TIONS AND EXPLANATIONS SUPPORT-
ING SUCH STATEMENT

The examiner must indicate whether each claim ap-
pears to satisfy the criteria of novelty, inventive step
(nonobviousness), and industrial applicability. The de-
termination or statement should be made on each of the
three criteria taken separately, The determination as to
any criteria should be negative if the criteria as to the
particular claim is not satisfied. The examiner should al-
ways cite documents believed to support any negative
determination as to novelty and inventive step. Any neg-
ative holding as to lack of industrial applicability must be
fully explained. See the discussion under MPEP § 1878,
Item V. The citation of documents should be in accor-
dance with Administrative Instructions Sections 5063 and
611. The procedure is the same as the procedure for
search report citations, Explanations should clearly indi-
cate, with reference to the cited documents, the reasons
supporting the conclusions that any of the said criteria is
or is not satisfied, unless the statement is positive and the
reason for citing any docoment is easy to understand
when consulting the document. If only certain passages
of the cited documents are relevant, the examiner should
identify them, for example, by indicating the page, col-
umn, or the lines where such passages appear. Prefer-
ably, a reasoned statement should be provided in all
instances.

ITEM VI,

If the examiner has discovered, or the International
Search Report has cited, a relevant document which re-
fers to a nonwritten disclosure, and the document was
only published on or after the relevant date of the inter-
national application, the examiner must indicate on the
International Preliminary Examination Report:

ITEMV

CERTAIN DOCUMENTS CITED

(A) the date on which the document was made
available to the public;

(B) the date on which the non—written public
disclosure occurred,

The examiner should also identify any published ap-
plication or patent and should provide for each such pub-
lished application or patent the following indications:

(A) its date of publication;
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(B) its filing date, and its claimed priority date (if
any). ‘ o

The Report may also indicate that, in the opinion of
the International Preliminary Examining Authority, the
priority date of the document cited has not been validly
claimed (PCT Rule 70.10).

Guidelines explaining to the examiner the manner of
indicating certain special categories of documents as
well as the manner of indicating the claims to which the
documents cited in such report are relevant are set forth
in Administrative Instructions Sections 507(c), (d), and
{e) and 508. ' '

ITEM VII. CERTAIN DEFECTS IN THE INTERNA-
TIONAL APPLICATION

If, in the opinion of the examiner, defects existing in
the form or contents of the international application
have not been suitably solved at the prescribed time limit
for establishing the Preliminary Examination Report,
the examiner may include this opinion in the report, and
if included, must also indicate the reasons therefor. See
the discussion under MPEP § 1878, ltem VI1.

ITEM ViiI, CERTAIN OBSERVATIONS ON THE
INTERNATIONAL APPLICATION

If, in the opinion of the examiner, the clarity of
claims, the description, and the drawings, or the question
as to whether the claims are fully supported by the de-
scription have not been suitably solved at the prescribed
time limit for establishing the Preliminary Examination
Report, the examiner may include this opinion in the re-
port, and if included, must also indicate the reasons

 therefor. See the discussion undetr MPEP § 1878, Item

VIIL
CERTIFICATION

When completing the certification of the report, the
examiner must indicate the date on which the Demand
for International Preliminary Examination was sub-
mitted and the date on which the examiner completed
the report and the name and mailing address of the In-
ternational Preliminary Examining Authority.

These last mentioned items may either be completed
when including the other data or when completing the
certification. Every International Preliminary Examina-
tion Report must be signed by a primary examiner.
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PATENT COOPERATION TREATY

PCT

INTERNATIONAL PRELIMINARY EXAMINATION REPORT

(PCT Article 36 and Rule 70)
Applicant’s or agent's file reference : . -. . .
o FUR Sec Notification  of Tranzmittal of Interpational
. CMC-123-pCT FOR THER ACTION Preliminary Exsmination Report (Form PCT/IPEA/416)
International appficaxion No. International filing dave ay/monthAear) Priority date (day/fnonthiyear)
PCTAIS93/99099 1 MAY 1992 11 MAY 1992

International Patent Classification {IPC) or national classification and [PC
PC(S): B63H 25102, 25/04 and US Cl.: 114/144C; 340/987

Applicant
COLUMBIA MARINE CORPORATION

" 1. ‘This intesnational proliminary examination report has been prepered by this International Preliminary
Examining Authority and is transmitted to the applicant according to Asticle 36.

2. This REPORT consists of a total of /() _ sheets.
D ‘This report isalsoawompm:ied by ANNEXES, i.c., sheets of the description, claims and/or dtawings which have
been amended and are the basis for this repart and/or sheets containing rectifications made before this Authority.
(see Rule 70.16 and Section 607 of the Administrative Instructions under the PCT).
sheets,

These annexes consist of a total of

3. This report containg indications relating to the following items;
I Eﬂ Basis of the report
n D Prority
I H [gl Non-establishment of report with regard to novelty, inventive step or industrial applicability
v [E Lack of unity of invention

v Reasoned statemnent under Article 35(2) with regand to novelty, inventive or industrial applicability;
Eg citations and explanations supporting such statement " P wp ¥

VI Certain documents cited
VH [X] Certain defects in the international application
Vi Certain observations on the internations] application

Date of submission of the demand Date of completion of this report

190 DECEMBER 1993 31 MARCH 1994
Name and mailing address of the IPEA/US Authorized officer

%mminiow of Patents and Trademarks
x PCT
Waskington, DNC, 20231 PAT EXAMINER

Facsimile No.  (703) 305.3230 Telephone No.  (703) 305-0000

Form PCTAPEA/409 (cover sheel) (January 1994)
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International application No.

INTERNATIONAL PRELIMINARY EXAMINATION REFORT PCTIUS93/99999

. Basis of the report

1. ‘This report has been dmwn on the basis of (Subistinge sheets which have been furnished to the receiving Qffice in response to on bivitation,
under Article 14 are referred to in this report as Mﬁ%'wﬂmmmwﬁwrmmﬁwydommmj

[:] the international application as ong:naliy filed.
[3:(] the description, pages (See Attached) | as originally filed.

pages » fifed with the demand. . N

peges » filed with the letter of ' .

pages , filed with the Jetter of '
@ the claims, Nos. _(Seo Attached)  , as originally filed.

Nos. » a8 amended under Article 19.

Nos. » filed with the demand.

Nos. » filed with the Jetter of

Nos. .. . ﬁied with the letter of : .

the drawings, sheetsifig (Sec Agached) _ , g8 originally filed.

sheetsdig __ _, filed with the demand.
sheeiséfig , filed with the Ietter of
sheets/fig » filed with the letter of

2. The amendments have resulted in the cancellntion of:
E(:] the deseription, pages _NONE
the claims, Nos. 1 .
the drawings, sheeisffig NONE .

B.D m@mmmmmmmf(monmmmmdmmmmwmmm
to go beyond the disclosure us filed, as indicated in the-Supplemental-Bex Additional observations below (Rule 70.2(c).

4. Additional observations, if necessary:
NONE

Form PCT/IPEA/402 (Box I) (Sanuary 1994w

uly 1998 1800 — 100
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‘ International application No,
INTERNATIONAL PRELIMINARY EXAMINATION REPORT
) o PCTIUSS3/99999

H. . Priority

1. D This report has been established a3 if no priority had been claimed duc to the failure to furnish within the presoribed
time limit the requested: i

D <copy of the earlier application whose priority has been claimed.
D transiation of the earlier application whose priority has been claimed.

2. [:] ‘This report has boen extablished s if no priority had been claimed due o the fact that the priority claim has been found
valid,

Thus for the purposes of this report, the international filing date indicated above iz considered to be the relevant date,

3. Additional obsérvations. if necensary:

Form PCT/IPEA/409 (Box 1) (January 1994)#
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International application Na.
INTERNATIONAL PRELIMINARY EXAMINATION REPORT BCT/US93/99999

Ifl. MNon-esiablishment of opinion with regard to novelty, inventive step and industrial applicability

The question whether the claimed invention appesrs 10 be novel, to involve an inventive step (fo be non-cbvious), or to be
industrially applicable have not been snd will not be examined in respect oft
m the entire internationsal application.

because;

B3

claims Nos, 5.6 _

the said following application, or the said claim Nos. 6 relate to the following subject matier which does
not require interautional preliminary examination {specifiy).

Claim & is directed to an algorithm for computing the devistion from a planned course.

[x]

the description, claims or drawings (irdicate particular elements below) or said claims Nos. 3_ are so
unclear that no meaningful opinion could be formed (specify).

Claim 5 is an improper multiple dependont claim since it depends on another multiple dependent claim.

]

the claims, oz said claims Nos. _ are so inadequately supported by the description that no meaningful
opinion conld be formed.

no international search report has been established for seid claims Nos. 5.6 .

Form PCT/IPEA/409 (Box 11 (January 1994)«
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International application No.

INTERNATIONAL PRELIMINARY EXAMINATION REPORT PCT/USS3/99999

IV. Lack of unity of invention

1. In response to the invitation to restrict or pay additional fees the applicant has;
D resiricted the claims.
['E paid additional fees.
[] paid additional fees under protest.
{:] neither restricted nor paid additional fees,

2. D memm%mﬁmofmiwofhvmﬁmismmedmmmmmxdiugmmx!eﬁs.l.
1oL to invite the applicant o restrict or pay additional foes,

3. 'This Authority considers that the resuirement of unity of invention in accordance with Rules 13.1, 13.2and 13.3 iy
[ complied with.
not complied with for the following reasons:
Group 1.  Claims 24 and 13-14, drawn to 2 sailboat self-steering gear.
Group I. Claims 7-12, drawn to a ¢compass with an alarm to indicate deviation from s planned course.
The invention of group 1 describes & gear arrangement that controls the rudder while the invention of group H deseribes elrovitry
which determines deviation from a planned course snd activates an alarm dependent on the deviation. The two inventions do

not share a common special technical feature since group I ia directed to & mechaniesl gear arrangement and group II is directed
only to circuitry.

4. Cossequently, the following parts of the international application were the subject of internationat preliminary examination
in establishing this report:

[ ] altpass.
[] the parts relating to claims Nos. 2:4,7-14..

Form PCT/IPEA/402 (Box IV) (January 1994)x

1800 — 103
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International application No.
PCTRJSQBI%999

i

!NTEENATIONAL' PRELIMINARY BXAMINATION REPCRT

V. Reasoned statement under Article 35(2) with regard o mvelty, invenuve siep or industrial applawbnlnty, '

citntions and explanations supperting such siatement

i. STATEMENT . ' : _ o o
Novelty (N) © 0 Claims  3:4, 7-14 . ) T YES
‘ Claims 2 . . NO-
Inventive Step (IS) Claims 7-12 YES
Claims 2-4, 13-i4 NO
EIndustrial Applicsbility (1A) Claims 24, 7-14 : | YES
Claims NONE _ NO

2. CITATIONS AND BEXPLANATIONS

Claim 2 lacks novelly under PCT Article 33(2) as being anticipated by the patent o KNOOS. See figure 1 which shows an
adjustable wind vane ag claimed. )

Claimas 3 and 4 lack an inventive step under PCT Asticle 33(3) as being obvious over SAYE in view of JONES. SAYE
desceribes in column 4, lines 3-27 the apecific gear armangement claimed, To mount the gear arrangement of SAYE in a position
forward of the keel ag taught by JONES would pot involve an inventive step sinee JONES provides a teaching that ene could
mount the device cither forward or to the rear of the keel,

Claims 13 and 14 lack an inveative step under PCT Agticle 33(3) as being obvious over SAYE in view of ROBINSON. SAYE
describes in column 4, lines 3-47 the specific gear arrangemex\tw control the forward nudder. ‘To control the forward rudder
of SAYE with a wind vane located at the opposite end of the sailboat as in ROBINSON would not involve an inventive step since
ROBINSON teaches in column 3, lines 3-10 that it is well known to yse wind vanes to control vessels with a forward rudder.

Claxmz 3-4 and 13-14 have novelty under PCT Asticle 33(2) becausc nons of the references of record teach mounting the gear
arrangement forward of the keel (clan'ns 3—4} or tnach control of the forward rudder with a wind vane {claims 13 14}).

Clsima 2-4, 7-14 have industrial apphcabmty undcr POT Article 33(4} becauna the subject matter clsumed can be made er used
in industry. '

Claima 7-12 meet the criteria of PCT Astieles 33(2-3) b a comp that includes an audio and visual alarm that describes
the deviation from & prescribed course iz not shown by the prior art,

MNEW CITATIONS ——mesii—e
Us, A, 4,366,767 (KNOOS) 04 January 1983, (04.01.83), figure 1.
Us, A, 1,846,458 (ROBINSON) 23 February 1932 (23.92.32) figures 2 and 4.

Form PCT/IPEA/402 (Box V) {(January 1994)w
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I International application No.
INTERNATIONAL PREL!MIN'A_RY EXAMINATION REPORT i

PCTIUS93/99999
VI, Certain documents cited
1. Certain published documents (Rule 70.10) - _
Application No. Publication Date Filing Date Priority date {valid claim)
Pateat No, (day/monthiyear) (day/monshtyear) (day/monthiyedr)
US, A, 5,191,341 02 MARCH 1993 30 NOVEMBER 1988 01 DECEMBER 1987

2. Non-written disclosures (Rule 70.9)
. Date of written disclosure
Kind of non-written disclosure Date of non-written disclosure referring to non-writien disclosure
{dayfmonth/year) (day/monthivear,

Form PCT/APEA/409 (Box VI) (January 1994)x
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‘| Intornational application No.

WRNAT!ONAi PRELIMINARY EXAMINATION REPORT . ;
Rl _ PCTUS93/99999

Vii. Certain defects in the international application

The following defects in the form or contents of the international application have been noted:

The description is objected to as containing the following defect(s) under PCT Rule 66.2(a)(iii) in the form or contents thereof:
Page 5, line 8, “wing” shiould be “wind”. h ' ' ‘

Form PCTAPBAMD? (Box VI) (January 1994)»
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International application No,

INTERNATIONAL PREUMINARY EXAMINATION REPORT POTIUS93/99999

VIL Certain observations on the international application

The following observations on the clarity of the clajms, descﬁpﬁou,énddmwinigsoron'lhcquw&oummﬂzeclaimsm
fully supported by the description, sre made:

Clain 13 is objected to undex PCT Rule 66.2 (a)(v) as lacking clarity under PCT Article 6 because the claim is indefinite
for the following reason(s): There is no antecédent basis for “said wind vane” in line 14.

Form PCT/IPEA/409 (Box VIII} (January 1994

1800 ~ 107 July 1998



1879

MANUAL OF PATENT EXAMINING PROCEDURE

INTERNATIONAL PRELIMINARY EXAMINATION REPORT

PCTAISH3/99999

International application No. .

Supplanmtal Box
(Te be used when the space in any of the ptecedmg boxes is not sufficwnt)

Continuation of: Boxes [ - VIII
1. BASIS OF REPORT:

This report has been drawn on the basis of the description,
pages, 1-4, 8-20, as originally filed.

pages, NONE, filed with the demand.

and additional amendmaents:

Page B, filed with the letter of 15 MARCH 1924,

This report has baen drawn on the basis of the clalms,
numbers, 3-12, as originally fited.

numbers, NONE, as amended under Article 19.
numbers, 2, filed with the demand.

and additional amendments:

Claima 13-14, filed with the letter of 15 MARCH 1994,

This report has been drawn on the basis of the drawings,
sheets, 1,3, as originally filed.

sheeats, NONE, {iled with the demand.

and additional amendments:

Sheet 2, filed with the letter of 156 MARCH 19594,

Sheet 10

Form PCY/IPRA/MO? {Supplemental Box) (January 1994)+

July 1998
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1879.01 Time Limit for Preparing Report

PCT Rule 69
Start of and Time Limit for International Preliminary
Examination

69.1. Start of International Preliminary Examination

(a) Subject to paragraphs (b) to (e), the International Prelimi-
nary Examining Authority shall start the international preliminary
examination when it isin possession both of the demandand of either the
international search report or a notice of the declaration by the
International Searching Authority under Article 17(2)(a) that no
international search report will be established.

(b) H the competent International Preliminary Examining
Authority is part of the same national Office or intergovernmental
organization as the competent International Searching Authority, the
international preliminary examination may, if the International Prelimi-
nary Examining Authority sowishes and subjecttoparagraph (d),startat
the same time as the international search.

{c) Where the statement concerning amendments contains an
indication that amendments under Article 19 are to be taken into
account (Rule 53.9(a)(})), the International Preliminary Examining
Authority shall not start the international preliminary examination
before it has received a copy of the amendments concerned.

{d) Where the statement concerning amendments contains an
indication that the start of the international preliminary examination is
1o be postponed (Rule 53.9(b)), the International Preliminary Examin-
ing Authority shall not start the international preliminary examination
before

(i} it has received a copy of any amendments made under
Article 19,
{ii) ithasreceivedanoticefromthe applicant thathe doesnot
wish to make amendments ender Article 19, or
(iii) the expiration of 20 months from the priority date,
whichever occurs first,

(e) Where the statement concerning amendments contains an
indication that amendments under Article 34 are submitted with the
demand (Rule 53.9(c)) but 1o such amendments are, in fact, submitted,
the International Preliminary Examining Authority shall not start the
international preliminary examination before it has received the amend-
ments or before the time limit fixed in the invitation referred to in Rule
60.1(g) has expired, whichever occurs first.

69.2. Time Limit for International Prelimirary Examination
The time lmit for establishing the international preliminary

examination report shall be:

(i) 28 months from the priority date, or

{ii) eight months from the date of payment of the fees referred
to in Rules 57.1 and 58.14a), or

(iii) eight months from the date of receipt by the International
Preliminary Examining Authority of the translation furnished under
Rule 55.2, whichever expires last.

PCT Rule 69.2 was amended July 1, 1998. The time
limit for preparing the International Preliminary Fx-
amination Report is 28 months from the priority date, or
8 months from the date of payment of the fees referred
to in PCT Rules 57.1 and 58.1(a), or 8 months from the

1800 — 109
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date of receipt by the International Preliminary Examin-
ing Authority of the translation furnished under PCT
Rule 55.2, whichever expires first. This time limit is
27 months internally to ensure sufficient time to process,
review and mail the report in sufficient time to reach the
International Bureau by 28 months from the earliest
priority date,

1879.02 Transmittal of the International
Preliminary Examination Report

PCT Article 36
Transmittal, Translation, and Communication of the
International Preliminary Examination Report

(1} Theinternational prcliininary examination report, together
with the prescribed annexes, shall be transmitted to the applicant and to
the International Bureau.

Ak e Rk

PCT Rule 71
Transmittal of the International Preliminary Examination Report

71.L Recipients

The International Preliminary Examining Authority shall, on the
same day, transmit one copy of the international preliminary examina-
tion report and its annexes, if any, to the International Bureau, and one
copy to the applicant, i

71.2, Copies of Cited Documents _

(a) Therequest under Article 36(4) may be presented any time
during seven years from the international filing date of the international
application to which the report relates,

(b) The International Preliminary Examining Authority may
require that the parly (applicant or elected Office) presenting the
request pay to it the cost of preparing and mailing the copies. The level of
the cost of preparing copies shall be provided for in the agreements
referred to in Article 32(2) between the International Preliminary
Examining Authorities and the International Burean,

(c) [Deleted]

(d) Any Internationat Preliminary Examining Authority may
perform the obligations referred to in paragraphs () and (b} through
another agency responsible to it.

The International Preliminary Examination Report is
transmitted to the International Bureau using a trans-
mittal Form PCT/IPEA/416. Every effort is made to en-
sure that the transmittal is effected in sufficient time to
reach the International Bureau by 28 months from the
earliest priority date.

AUTHORIZED OFFICER

Form PCT/IPEA/416 must be signed by a primary
examiner.
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1879.03 ‘Translations

PCT Article 36
Transmittal, Translation, and Communication of the
International Preliminary Examination Report

L S

(2)(a) The international preliminary examination report and its
annexes shall be translated into the prescribed languages,
(b) Anytransiation of the said report shall be prepared by or
under the responsibility of the International Bureau, whereas any
transtation of the said annexes shall be prepared by the applicant,

HACGRE M

PCT Rule 72
Translation of the International Preliminary Examination Report

72.1. Languages

(a) Anyelected State may require that the international prelimi-
nary examination report, established in any language other than the
official language, or one of the official fanguages, of its national Office,
be translated into English.

(b} Anysuch requircment shail be notified to the International
Bureau, which shall promptly publish it in the Gazette.

72.2. Copy of Translation for the Applicant

The International Bureau shall transmit a copy of the transiation
referred to in Rule 72.1{a) of the international preliminary examination
report to the applicant at the same time as it communicates such
translation to the interested elected Office or Offices.

72.3. Observations on the Translation

The applicant may make written observations onwhat, in his opinion,
are errors of transtation in the translation of the international prelimi-
nary examination report and shall send a copy of any such observations
to each of the interested elected Offices and a copy to the International
Bureau,

The International Preliminary Examination Report
and any annexes are established in Chinese, English,
French, German, Japanese, Russian or Spanish, if the in-
ternational application was filed in one of those lan-
guages, or in English if the international application was
filed in another language. Each elected State may re-
quire that the report, if it is not in (one of) the official
language(s) of its national Office, be translated into
English. In that case, the translation of the body of the
report is prepared by International Bureau, which trans-
mits copies to the applicant and to each interested
elected Office. If any elected Office requires a transla-
tion of annexes to the report, the preparation and fur-
nishing of that translation is the responsibility of the
applicant.

July 1998
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The U.S. requires the final report and the annexes
thereto to be in English. Translation of the annexes
for national stage purposes is required pursuant to
35 U.S.C. 371(c)(5) and 37 CFR 1.495(e). Failure to
timely provide such translation results in cancellation of
the annexes.

1879.04 Confidential Nature of the Report

PCT Article 38
Confidential Nature of the International Preliminary
Examination

(1) Neither the International Bureau nor the International
Preliminary Examining Authority shall, unless requested or authorized
by the applicant, allow accesswithin the meaning, and with the proviso,of
Article 30(4) to the file of the international preliminary examination by
any person or authority at any time, except by the elected Offices once
the international preliminaty examination report has been established.

(2) Subject to the provisions of paragraph (1) and Articles 36(1)
and (3) and 37(3}(b), neither the International Bureau nor the
International Praliminary Examining Authority shall, unless requested
or autharized by the applicant! give information on the issuance or
non—issuance of an international preliminary examination report and
on the withdrawal or non—withdrawal of the demand or of any election,

1880 ‘Withdrawal of Demand or Election

PCT Article 37
Withdrawal of Demand or Election

(1) The applicant may withdraw any or all elections.

(2) Ifthe election of all elected States is withdrawn, the demand
shall be considered withdrawn.

(3)(a) Any withdrawal shall be notified to the International
Bureau.

(b} The elected Offices concerned and the International
Preliminary Examining Authority concerned shaill be notified according-
ly by the International Bureau. :

(4)(a) Subject to the provisions of subparagraph (b), withdrawal
of the demand or of the efection of a Contracting State shall, uniess the
national law of that State provides otherwise, be considered to be
withdrawal of the international application as far as that State is
concerned.

(b) Withdrawal of the demand or of the election shallnot be
considered to be withdrawal of the international application if such
withdrawal is effected prior to the expiration of the applicable time limit
ander Axticle 22; however, any Contracting State may provide in its
national law that the aforesaid shall apply only if its national Office has
received, within the said time Hmit, a copy of the international
application, together with a translation (as prescribed), and the national
fee.

1800 — 110
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PCT Rule 90b%
Withdrawals

Aok

90bis 4. Withdrawal of the Demand, or of Elections

(a) The applicant may withdraw the demand or any or all
elections at any time prior to the expiration of 30 months from the
priority date. _

(b) Withdrawal shall be effective upon receipt of a notice
addressed by the applicant to the International Bureau.

(c) If the notice of withdrawal is submitted by the applicant to
the International Preliminary Examining Authority, that Authority shall
mark the date of receipt on the notice and transmit it promptly to the
International Burean. The notice shall be considered to have been
submitted to the International Bureau on the date marked.

ok R

Administrative Instructions Section 606
Cancellation of Elections

The International Preliminary Examining Authority shall, if the
election is in the demand, cancel exofficio the election of any State which
is not a designated State or which is not bound by Chapter II of the
Treaty, shall enclose that election within square brackets, shall draw a
line between the square brackets while still leaving the election legible
and shall enter, in the margin, the words “CANCELLED EX OFFICIO
BY IPEA” or their equivalent in the language of the demand, and shall
notify the applicant accordingly.

Any withdrawal of the Demand or any election must
be sent to the International Bureau. Withdrawal, if time-
ly, is effective upon receipt by the International Bureau,

1881 Receipt of Notice of Election by the
Patent and Trademark Office

PCT Rule 61
Notification of the Demand and Elections

I

. LR L3
61.2. Notification to the Elected Offices

(a) The notification provided for in Asticle 31(7) shall be
effected by the International Bureau.

(b) The notification shall indicate the number and filing date of
theinternational application, the name of the applicant, the filing date of
the application whose priority is claimed (where priority is claimed), the
date of receipt by the International Preliminary Examining Authority of
the demand, and -~ in the case of a later election— the date of receipt of
the notice effecting the later election, The latter date shall be the actual
dateofreceipt by the International Bureau or, where applicable, the date
referred to in Rule 56.1(f) or 60.2(b).

{c} The notification shall be sent to the clected Office together
with the communication provided for in Article 20, Elections effected
aftersichcommunication shallbe notified promptlyaftertheyhavebeen
made.

1800 — 111

(d) Where the applicant makes an express request to an elected
Office under Arlicle 40(2) before the communication provided for in
Article 20 has taken place, the International Bureau shall, upon request
of the applicant or the elected Office, promptly effect that communica-
tion to that Office.

61.3. Information for the Applicant

The International Bureau shall inform the applicant in writing of the
notification referred to in Rule 61.2 and of the elected Offices notified
under Article 31(7).

L1321
All notices of election are received by the PCT Inter-
national Division from the International Bureau. The
PCT International Division prepares the appropriate re-
cords of the election and places the paper in storage with
the communicated copy of the international application
until the national stage is entered.

1890 Receipt of Notice of Designation

After publication of the international application, be-
tween about 18 and 19 months from the priority date, the
International Bureau notifies each national Office that
it has been designated and at the same time forwards fo
each designated Office a copy of the international ap-
plication, a copy of the search report (an English transla-
tion is sent to the U.S. if the search report was not in En-
glish), a copy of any amendment under PCT Article 19,
and a copy of any priority document (PCT Rule 47).
Thus, the U.S. as a designated Office first becomes
aware of the fact of its designation at about 18 to 19
months from the priority date and may begin a national
stage application file from the papers forwarded by the
International Burcau. See PCT Rule 24.2(b). Contract-
ing States have the option of being notified of their des-
ignation earlier. The U.S. did not choose to be notified
carlier.

The national stage papers sent by the International
Bureau are received in the Designated/Elected Office
(DO/EQO) Section of the International Division of the
USPTO. The papers are matched with applicant’s sub-
mission for entry into the national stage in the U.S. and
together make up the U.S, national stage application
file. The DO/EOQ checks the national stage papers fo be
sure all necessary parts have been received from appli-
cant and from the International Bureau, When the ap-
plication is complete, a notice of acceptance is mailed to
applicant and the application is forwarded to the Office
of Initial Patent Examination for mailing of a filing re-
ceipt and final processing before forwarding to the ap-
propriate examining group.
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1891 Receipt of Notice of Election_a‘nd
Preliminary Examination Report

If the U.S. is elected in a Demand for preliminary ex-
amination prior to 19 months from the priority date, ap-
plicant may postpone the steps needed for entry into the
national stage from 20 to 30 months from the priority
date. The USPTO will hold the national stage papers
sent by the International Bureau awaiting applicant’s
submissions for entry into the national stage. The inter-
national application is examined and the resuits (the In-
ternational Preliminary Examination Report) are re-
ceived by the USPTQ for inclusion into the national
stage file. The examination report is communicated to
the elected Offices by the International Bureau.

The notice of election is communicated to the elected
Office along with the PCT Article 20 communication or
as soon thereafter as the International Bureau receives
notice of the election. Election of a Contracting State, of
course, is not possible unless that state was designated.

1893 National Stage (U.S. National
Application Filed Under '
35 U.S.C. 371)

37 CFR 1.9(a) states,

{a)(1) A national application as used in this chapter means a
U.S. application for patent which was either filed in the Office under
35U.8.C. 111, orwhich entered the national stage from an international
application after compliance with 33 U.S.C. 37L o

{2) A provisional application as used in this chapter means a
U.S. nationat application for patent filed in the Office under 35 US.C.
111(b).

3 A nonprovzssonal application as used in this chapter means
a U.S. national application for patent which was either filed in the Office
ander 35 U.S.C. 111(a), or which entered the national stage from
an international application after compliance with 35 U.8.C. 371

Thus, there are three types of U.S. national applica-
tions: a national stage application under the PCT (filed
under 35 U.S.C. 371), a regular domestic national ap-
plication filed under 35 U.S.C. 111(a), and a provisional
application filed under 35 U.S.C. 111(b).

An applicant who uses the Patent Cooperation Treaty
gains the benefit of

(A) a delay in the time when papers must be
submitted to the national offices;

(B) an international search (1o judge the level of
the relevant prior art) before having to expend resources
for filing fees, translations and other costs;
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(C) adelayin the expenditure of fees;

(D)} additional time for research;

(E) additional time to evaluate financial, market-
ing, commercial and other considerations.

The time delay is, however, the benefit most often rec-
ognized as primary. Ultimately, applicant might choose
to submit the national stage application, The national
stage is unique compared toa domestlc nanonal apphca-
tion in that

(A) it is submitted later (i.e., normally 2G or 30
months or more from 2 clalmed priority date as
compared to 12 months for a domestic application
claiming priority).

(B) the status of the prior art is generally known
before the national stage begins and this is not necessari-
ly so in a domestic national application.

(C) any patent issuing on the basis of the national
stage application may be used as a reference from its 35
U.S.C. 102(e) date, i.e., it has a prior art effect from its 35
U.S.C. 102(e) date.

Since the Treaty does not preclude establishing a date
for prior art purposes which is or can be as early as the
international filing date (i.e., by paying the basic fee,
providing a copy of the. application, any translation
thereof, and an oath or declaration at time of filing the
international application), the national stage seems to
offer benefits that make its use desirable.

IDENTIFICATION OF THE NATIONAL STAGE AP-
PLICATION

Once the national stage application has been ac-
corded an application number (the two digit series code
followed by a six digit serial number), that number as well
as the international application number should be used
whenever papers or other communications ate directed
to the PTO regarding the national stage application. The
national stage application is tracked through the PALM
locator system by the eight digit U.S. application num-
ber. Therefore, processing is expedited if the U.S. ap-
plication number is indicated. The international applica-
tion number is helpful for identification purposes and
can be used to cross—check a possibly erroneous U.S.
application number. Of course, the international filing
date and the national stage entry date under 35 U.S.C.
371 should also be provided. See 37 CFR 1.5(a).
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1893.01 Commencement and Entry

35US.C. 371. ' National stage: Commencement.

(a) Receipt from the International Bureau of copies of interna-
tional applications with any amendments to the claims, international
search reports, and international preliminary examination reports
including anyannexes thereto may be required in the case of internation-
al applications designating or electing the United States.

(b) Subject to subsection (f) of this section, the national stage
shall commence with the expiration of the applicable time limit under
article 22 (1) or (2), or under article 39(1)(a) of the treaty.

(¢) The applicant shall file in the Patent and Trademark Office

(1) the national fee provided in section 41(a) of this title;

(2) a copy of the international application, unless not re-
quired under subsection {a) of this section or already communicated by
the International Bureaw, and a translation in;u the English language of
the international application, if it was filed in another language;

(3) amendments, if any, to the claims in the intemational
appilication, madeunder article 19 of the treaty, undesssuchamendments
have been communicated to the Patent and Trademark Office by the
International Bureau, and atransiationinto the English language if such
amendments were made in another language;

(4) an oath or declaration of the inventor (or other person
authorized under chapter 11 of this title) complying with the require-
ments of section 115 of this title and with regulations prescribed foroaths
or declarations of applicants;

(5) atranslation into the English language of any annexes to
the international preliminary examination report, if such annexes were
made in another language.

(d) Therequirementswithrespect tothe national fee referredto
in subsection (€)(1), the transtation referred to in subsection (¢)}(2), and
the oath or declaration referred to in subsection (c)(4) of this section
shall be complied with by the date of the commencement of the naiional
stage or by such later time as may be fixed by the Commissioner. The
copyoftheinternational application referred toinsubsection (¢)(2) shall
be submitted by the date of the commencement of the national stage.
Failure to comply with these requirerents shall be regarded as
abandonment of the application by the parties thereof, unless it be
shown 1o the satisfaction of the Commissioner that such failure to
complywasunavoidable. The paymentof asurcharge maybe requiredas
a condition of accepting the national fee referred to in subsection (c)(1)
orthe oath or declaration referred toin subsection {c)(4) of thissection if
these requirements are not met by the date of the commencement of the
national stage. The requirements of sub- section (c)(3) of this section
shail be complied with by the date of the commencement of the national
stage, and failure to do so shall be regarded as a cancellation of the
amendments to the claims in the international application made under
article 19 of the trealy. The requirement of subsection (c)(5) shall be
complied with at such time as may be fized by the Commissioner and
failure to do so shall be regarded as cancellation of the amendments
made under article 4(2)(b) of the treaty.

{e) After an international application has entered the national
stage, no patent may be granted orrefused thereon before the expiration
of the applicabie time Hmit under article 28 or article 41 of the treaty,
except with the express consent of the applicant. The applicant may
present amendments to the specification, claims and drawings of the
application after the national stage has commenced.

{f) Atthe express request of the applicant, the national stage of
processing may be commenced at any time at which the application is in
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orderfor such purpose and the applicable requirements of subseetion ()
of this section have been complied with.

37 CFR 1.491. Entry into the national stage.

An international application enters the national stage when the
applicant has filed the documents and fees required by 35 U.8.C. 371(c)
within the periods set in § 1.494 or § 1.495,

Commencement of the national stage occurs upon ex-
piration of the time limit, as stated in 35 U.S.C. 371(b).

Entry into the national stage occurs upon completion
of certain acts, as stated in 37 CFR 1.491.

1893.01(a) Entry via the U.S. Designated
Office

37 CFR 1.494.  Enteringthenationalstage in the United States of

America as a Designated Office.

(a) Wherethe United States of America hasnot been elected by
the expiration of 19 months from the priority date (see § 1.495), the
applicant must fulfill the requirements of PCT Article 22 and 35 US.C,
371 within the time periods set forth in paragraphs (b) and (c) of this
section in order to prevent the abandonment of the intemational
application as to the United States of America. International applica-
tions for which those requirements are timely fulfilled will enter the
national stage and obtain an examination as to the patentability of the
invention in the United States of America,

(b) Toavoid abandonment of the application, theapplicant shall
furnish to the United States Patent and Trademark Office not later than
the expiration of 20 months from the priority date:

(1) Acopyofthe international application, unlessit hasbeen
previously communicated by the International Bureau or unless it was
originally filed in the United States Patent and Trademark Office; and

(2) The basic national fee (see § 1.492(a)). The 20--month
time limit may not be extended, _ .

{(c) If applicant complies with paragraph (b} of this section
before expiration of 20 months from the priority date but omits:

(1) A transiation of the international application, as filed,
into the English language, if it was originally filed in another language
(35 US.C. 37Kc)(D)); andfor

(2) The oath or declaration of the inventor (35 US.C.
371{c)(4);see§ 1.497), applicantwil be sonotifiedand givena period of
time within which to file the translation and/or oath or declaration in
order to prevent abandonment of the application. The payment of the
processing fee set forth in § 1.492(f) is required for acceptance of an
English transiation later than the expiration of 20 months after the
priority date, The payment of the surcharge set forth in § 1.492(e) is
required for acceptance of the oath or declaration of the inventor later
than the expiration of 20 months after the priority date. A “Sequence
Listing” need not be translated if the “Sequence Listing” complies with
PCT Rule 12.1(d) and the description complies with PCT Rule 5.2(b).

(d) A copy of any amendments 1o the claims made under PCT
Article 19, and a transiation of those amendments into English, if they
were made in another language, must be furnished not later than the
expiration of 20 months from the priority date. Amendments under PCT
Article 19which are not received by the expiration of 20months from the
priority date will be considered to be cancelled. The 20—month time
limit may not be extended.

{e) Verification of the transiation of the international applica-
tion or any other document pertaining to an international application
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may be required where it is considered necessary, if the international
application orother documentwasfifed in alanguage othes than English.

6] Thedocumentsandfecssubm:ttedundcrparagxaphs(b)and
{c) of this section must be clearly identified as a submission to enter the
national stage under 35 U.S.C. 371, otherwise the submxss;on will be
considered as being made under 35 U.S.C. 111,

(g} Aninternational application becomes abandoned as to the
United States 20 months from the priority date if the requirements of
paragraph (b) of this section have not been complied with within
20 months from the priority date where the United States has been
designated but not elected by the expiration of 19 months from the
priority date. If the requirements of paragraph (b) of this section aze
complied with within 20 months from the priority date but any required
transiation of the international application as filed and/or the oathi or
declaration are not timelyfiled, an international application will become
abandoned as to the United States upon expiration of the time periodset
pursuant to paragraph {c} of this section.

An international application designating the U.S. will
enter the national stage via the U.S, Designated Office
unless @ Demand electing the U.S. is filed prior to the ex-
piration of 19 months from the priority date whereupon
entry will be via the U.S. Elected Office. The procedure
for entry via the U.S. Designated Office is as prescr:bed
in 37 CFR 1.494.

1893.01(a)(1) Submissions Required by
20 Months From the
Priority Date

To begin entry into the national stage, applicant is re-
quired to comply with 37 CFR 1.494(b) within 20 months
from the priority date unless election of the U.S. under
Chapter IT of the PCT has been made prior to 19 months
from the priority date (see MPEP § 1893.01(b)). Thus,
applicant must pay the basic national fee on or before
20 months from the priority date and be sure that a copy
of the international application has been received by the
U.S. Designated Office prior to expiration of 20 months
from the priority date. The notice referred to in PCT
Rule 47.1(c) constitutes conclusive evidence of transmis-
sion of the international application. Payment of the ba-
sic national fee will indicate applicant’s intention to en-
ter the national stage and will provide a U.S. correspon-
dence address in most instances.

Facsimile transmission is not acceptabie for submis~
sion of the basic national fee and/or the copy of the inter-
national application. See 37 CFR 1.6(d). Likewise, the
certificate of mailing procedures of 37 CFR 1.8 do not
apply to the filing of the copy of the intetnational ap-
plication and payment of the basic national fee. See
37 CFR 1.8(a)(2)(i}(F).
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Applicants cannot pay the basic national fee with a
surcharge after the 20 month deadline. Failure to pay the
basic national fee within 20 months from the priority
date will result in abandonment of the application. The
time for payment of the basic fee is not extendable.

Similarly, the copy of the international application is
required to be provided within 20 months from the prior-
ity date. A copy of the international application is pro-
vided to the U.S. Designated Office by the International
Bureau (the copy is ordinarily received shortly after pub-
lication at about 18 months from the priority date). The
International Bureau also mails a confirmation (Form
1B/308) to applicant upon which applicant can rely that
the copy has been provided, see PCT Rule 47.1(c). The
copy is placed in a file to await applicant’s submission of
the basic national fee and other national stage require-
ments. - '

If the basic national fee has been paid by expiration of
20 months from the priority date, but the required oath,
declaration or translation has not been filed within
20 months from the priority date, as appropriate, the
Office will send applicant a notice and provide a period
of time to supply the deficiency as set forth in 37 CFR
1.494(c). The time period usually set is 1 month from the
date of notification by the Office or 21 months from the
priority date, whichever is later. This period may be ex-
tended pursuant to the provisions of 37 CFR 1.136(a).

" Thus, payment of the basic national fee on or before 20

months from the priority date will (1) cause the Office,
after a check of the national stage papers at 20 months,
to mail a notice identifying any deficiencies and afford-
ing applicant a period for correction of those deficien-
cies, and (2) as in national practice under 37 CFR 1.53,
enable applicants to extend the period of time under
37 CFR 1.136(a) for submission of a proper oath, decla-
ration or translation. The international application en-
ters the national stage under 35 U.S.C. 371 and 37 CFR
1.491 when the last of the items indicated in 35 U.S.C.
371(c} is timely received by the office.

An international application becomes abandoned if
the copy of the international application or the filing fee
have not been received by the U.S. Designated Office
prior to expiration of 20 months from the priority date,
A notification of any missing parts pursuant to 37 CFR
1.494(c) will only be mailed in those instances where
the applicant has paid the basic national fee within
20 months from the priority date.
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The notice of missing requirements lists several items
which 37 CFR 1.497(a) and (b) require and all of those
items will have to be satisfied before the oath or declara-
tion is considered accepted. Similarly, the translation
must be a translation of the international application. A
translation of less than all of the international applica-
tion (e.g., untranslated words in the drawings or transla-
tions of those untranstated words i in a different part of
the document) or a translation that includes modifica-
tion, e.g., the insertion of headings, is unacceptable.
“Sequence Llstmg” need not be translated if the “Se-
quence Listing” complies with PCT Rule 12.1(d) and the
description complies with PCT Rule 5.2(b). See Interim
rule 37 CFR 1.494(c).

1893 01(a) (2) Article 19 Amendment (Filed
' With the International Bureau)

The international apphcatzon may be amended under
Article 19 after issuance of the search report. The
amendment is forwarded to the U. S. Designated Office
by the International Bureau for inclusion in the U.S.
national stage application. Article 19 amendments which
were made in English will be entered by substituting each
page of amendment for the corresponding English Ian-
guage page of claims of the international application, If
the Article 19 amendments were made in a language oth-
er than English, applicant must provide an English
translation for the U.S. national stage application. The
English translation of the amendment(s) must be sub-
mitted by 20 months from the priority date, unless the
U.S. was elected by 19 months from the priority date in
which case the English translation must be filed by
30 months, or the amendment(s) will be considered to be
canceled, 35 U.S.C. 371(d}. Where applicant elects to re-
quest early processing of the national stage application
under 35 U.S.C. 371(f), subsequently received amend-
ments made in the international stage (and English
translations thercof) will not become part of the U.S. na-
tional stage application file. If such amendments are de-
sired, they should be offered under 37 CFR 1.121 as a
preliminary amendment or a responsive amendment
under 37 CFR 1.111.

Applicants entering the national stage in the U.S. are
encouraged to submit an amendment in accordance with
37 CFR 1.121 rather than an English translation of an
Article 19 amendment. Sometimes when an Article 19
amendment is translated into English, it cannot be en-
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tered. That is, each page of an Article 19 amendment
must be entered by substituting a page of amendment for
the corresponding page of claims of the international
application. After translation of a page, the translated
page may no longer correspond to a page of the claims of
the international application such that the amendment is
capable of entry by substituting the page of English
translation (of the amendment) for the corresponding
page of claims of the international application without
leaving an inconsistency. Where applicant chooses to
submit an English translation of the Article 19 amend-
ment, applicant should check to be sure that the English
translation can be entered by substituting the pages of
translation for corresponding pages of the claims of the
international application without leaving an inconsisten-
cy. If entry of the page of translation causes inconsisten-
cies in the claims of the international application the
translation will not be entered. For example, if the
translation of the originally filed application has a page
which begins with claim 1 and ends with a first part of
claim 2 with the remainder of claim 2 on the next page
then translation of the Article 19 amendment to only
claim 1 must include a substitute page or pages beginning
with the changes to claim 1 and ending with the last of the
exact same first part of claim 2. This enables the original
translated first page of claims to be replaced by the
translation of the amendment without changing the sub-
sequent unamended page(s). Alternatively, applicant
may submit a preliminary amendment in accordance
with 37 CFR 1.121.

1893.01(b) Entry via the U.S. Elected Office

37 CFR 1.495.  Enteringthe nationalstagein the United States of

America as an Elected Office.

(a) Wherethe United States of America hasbeen elected by the
expiration of 19 months from the priority date, the applicant must fulfill
the requirements of 35 U.5.C. 371 within the time periods set forth in
paragraphs (by) and (<) of this section in order {0 prevent the abandon-
ment of the international application as to the United States of America.
International applications for which those requirements are timely
fuifilled will enter the national stage and obtain an examination as to the
patentability of the invention in the United States of America,

(b) Toavoidabandonmentof the application, the applicant shall
furnish fo the United States Patent and Trademark Office not later than
the expiration of 30 months from the priority date:

(1)} Acopyoftheinternational application, unlessithasbeen
previously communicated by the International Bureau or unless it was
originally filed in the United States Patent and Trademark Office; and

(2). The basic national fee (see § 1.492(a)). The 30—menth
time limit may not be extended.

(c) If applicant complies with paragraph (b) of this section
before expiration of 30 months from the priority date but omits:

July 1998



1893.00(b)(L)

(1) A translation of the international applitation, as filed,
into the English language, if it was originally filed in another language
(35 US.C.371(c)(2)); andfor

(2) The oath or declaration of the inventor (35 US.C.
371(c)(4);see§ 1.497),applicantwill besonotified and given a period of
time within which to file the translation and/or oath or declaration in
order to prevent abandonment of the application, The payment of the
processing fee set forth in § 1.492(f) is required for acceptance of an
English translation later than the expiration of 30 months after the
priority date. The payment of the surcharge set forth in § 1.492(e) is
required for acceptance of the oath or declaration of the inventor later
than the expiration of 30 months after the priority date.

A “Sequence Listing” need not be translated if the “Sequence
Listing™ complies with PCT Rule 12.1(d) and the description complies
with PCT Rule 5.2(b).

(d) A copy of any amendments to the claims made under PCT
Article 19, and a translation of those amendments into Bnglish, if they
were made in another language, must be furnished not later than the
expiration of 30months from the pricrity date. Amendmentsunder PCT
Article 19which are notreceived by the expiration of 30 months from the
priority date will be considered to be cancelled. The 30—month time
limit may not be extended.

(e} Atranslationinto Englishof any annexes to the international
preliminary examination report, if the annexes were made in another
language, must be furnished not later than the expiration of 30 months
from the priority date, Translations of the annexeswhich are not received
by the expiration of 30 months from the priority date may be submitied
within any period set pursuant to paragraph (c) of this section
accompanied by the processing fee set forth in § 1.492(f). Annexes for
which translations are not timely received will be considered cancelled.
The 30~month time limit may not be extended.

(f) Verification of the translation of the international applica-
tion or any other document pertaining to an international application
may be required where it is considered necessary, if the international
applicationorother documentwasfiledinalanguage other than English,

(g) The documents submitted under paragraphs (b) and (c) of
this section must be clearly identified as a submission to enter the
nationat stage under 35 U.S.C, 371, otherwise the submission wili be
considered as being made under 35 U.S.C. 111.

{h) Aninternational application becomes abandoned as to the
United States 30 months from the priority date if the requirements of
paragraph (b} of this section have not been complied with within
30 months from the priority date and the United States has been elected
by the expiration of 19 months from the priority date. if the requirements
of paragraph (b) of this section are complied with within 30 months from
the priority date but any required translation of the international
application asfited and/or the oath or declaration are not timely filed, an
international application wilt become abandoned as to the United States
upon expiration of the time period set pursuant to paragraph (c) of this
section.

An international application designating the U.S8. will
enter the national stage via the U.S. Elected Office if a
Demand electing the U.S. is filed prior to the expiration
of 19 months from the priority date. The procedure for
entry via the U.S. Elected Office is as prescnbed in
37 CFR 1.495.
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1893.01(b)(1) Submissions Required by 30
Months From the Priority Date

To begin entry into the national stagé? where election
of the U.S. under Chapter II of the PCT has been made
prior to 19 months from the priority date, applicant is re-
quired to comply with 37 CFR 1.495(b) within 30 months
from the prionty date. Thus, applicant must pay the basic
national fee on or before 30 months from the priority
date and be sure that a copy of the international applica-
tion has been received by the U.S. Designated Office
prior to expiration of 30 months from the penalty date,
The notice referred to in PCT Rule 47.1(c) constitutes
conclusive evidence of transmission of the international
application. Payment of the basic national fee will indi-
cate applicant’s intention to enter the national stage and
will provide a U.S. correspondence address in most
instances. -

Facsimile transmission is not acceptable for submis-
sion of the basic national fee and/or the copy of the inter-
national application. See 37 CFR 1.6(d). Likewise, the
certificate of mailing procedures of 37 CFR 1.8 do not
apply to the filing of the copy of the international
application and payment of the basic national fee. See
37 CFR 1.8(2)(2)(i)(F).

Applicants cannot pay the basic national fee with a
surcharge after the 30 months deadline. Failure to pay
the basic national fee within 30 months from the priority
date will result in abandonment of the application. The
time for payment of the basic fee is not extendabie

Similarly, the copy of the international application is
required to be provided within 30 months from the prior-
ity date. A copy of the international application is pro-
vided to the U.S. Designated Office by the International
Bureau (the copy is ordinarily received shortly after pub-
lication at about 18 months from the priority date). The
International Bureau also mails a confirmation (Form
1B/308) to applicant upon which applicant can rely that
the copy has been provided. See PCT Rule 47.1(c). The
copy is placed in a file to await applicant’s submission of
the basic national fee and other natxonal stage require-
ments,

If the basic natxonal fee has been paid by expiration of
30 months from the priority date but the required oath,
declaration, or translation has not been filed within
30 months from the priority date, as appropriate, the
Office will send applicant a notice and provide a period
of time to supply the deficiency as set forth in 37 CFR
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1.495(c). The time period usually set is 1 month from the
date of the not:flcauon by the Office or 31 months from
the priority date, whichever is later. This period may be
extended pursuant to the provisions of 37 CFR 1.136(a).
Thus, payment of the basic national fee on or before

30 months from the priority date will (1) cause the
Office, after a check of the national stage papers at
‘30 months, to mail a notice identifying any deficiencies
and affording applicant a period for correction of those
deficiencies, and (2) as in national practice under
37 CER 1.53, enable applicants to extend the period of
time under 37 CFR 1.136(a) for submission of a proper
oath, décl&fatfibﬁ, or translation. The international ap-
plication enters the national stage under 35 U.S.C. 371
when the last of the items indicated in 35 U.S.C. 371(c)
and 37 CFR 1.491 is timely received by the office.

An international application becomes abandoned if
the copy of the international application or the basic na-
tional fee has not been received by the U.S. Designated
Office prior to expiration of 30 months from the priority
date. A notification of any missing requirements pur-
suant'to 37 CFR 1.495 will only be mailed in those
instances where the applicant has paid the basic national
fee within 30 months from the priority date.

''The notice of missing requirements lists several items
which 37 CFR 1.497(a) and (b) require and all of those
items will have to be satisfied before the oath or declara-
tion is considered actepted. Similarly, the translation
must be a translation of the international application, A
translation of less than all of the international applica-
tion (e.g., untranslated words in the drawings or transla-
tions of those untransiated words in a different part of
the document} or a translation that includes modifica-
tions, e.g., the insertion of headings, is unacceptable.
“Sequence Listing” need not be translated if the “Se-
quence Listing” complies with PCT Rule 12.1(d) and the
description complies with PCT Rule 5.2(b). See Interim
rule 37 CFR 1.495(c).

1893.01(b)(2) Article 19 and Article 34
Amendments (Filed With the
International Preliminary
Examining Authority)

~ Paragraph (d) of 37 CFR 1.495 states that if an Article
. 19 amendment is not received before expiration of
30 months from the priority date, it is considered to be
canceled. Nevertheless, applicant may submit a prelimi-

1893.01(c)

nary amendment in accordance with 37 CFR 1.121 add-
ing the substance of the Article 19 amendment to the na-
tional stage application. In some instances, entry of the
subject matter via an amendment under 37 CFR 1.121
may be preferable to entry via Article 19. For example,
where the Article 19 amendment was not filed in English
the amendment would have to be translated into English
in order that it be submitted for entry into the national
stage. The translation must be submitted before expira-
tion of 30 months from the priority date and the substi-
tute pages must be capable of insertion into the text of
the international application. Thus, where an Article 19
amendment was made in the infernational stage the
same amendment may be entered for the national stage
either in accordance with 35 U.S.C. 371(c)}(3) or the
amendments may be added via a preliminary amend-
ment in accordance with 37 CFR 1.121.

TRANSLATION OF AN ANNEX TO THE INTERNA-

TIONAL PRELIMINARY EXAMINATION REPORT

The translation of an Annex to the international pre-
liminary examination report must be submitted so that
the translation of the originally filed application can be
changed by replacing the originally filed application
page(s). (of translation) with substitute page(s) of
translation of the annex. For example, if the translation
of the originally filed application has a page which begins
with claim 1 and ends with a first part of claim 2 with the
remainder of claim 2 on the next page then translation of
the annex to only claim 1 must include a substitute page
or pages beginning with the changes to claim 1 and end-
ing with the last of the exact same first part of claim 2.
This enables the original translated first page of claims to
be replaced by the translation of the annex without
changing the subsequent unamended page(s). Alterna-
tively applicant may submit a preliminary amendment in
accordance with 37 CFR 1.121.

1893.01(c) Fees

Because the national stage fees are subject to change,
applicants and examiners should always consult the
Official Gazette for the current fee listing.

Applicants are cautioned that national stage fees are
specifically provided for in 37 CFR 1.492 and authoriza-
tions to charge fees under 37 CFR 1.16 do not constitute
a specific authorization to charge national stage fees.
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1893.01(d) ’I‘ranslation

Applicants entering the national stage in the U.S. are
required to file a translation of the international applica-
tion (if the international application was filed in another
language). 35 U.S.C. 371(c)(2). “Sequence Listing”
need not be translated if the “Sequence Listing” com-
plies with PCT Rule 12.1(d) and the description com-
plies with PCT Rule 5.2(b). Sece Interim rule 37 CFR
1.495(c). The translation must be a translation of the in-
ternational application as filed with any changes which
have been properly accepted under PCT Rule 26 or any
rectifications which have been properly accepted under
PCT Rule 91. Amendments, even those considered to be
minor or to not include new matter, may not be incorpo-
rated into the translation. If an amendment to the inter-
national application as filed is desired for the national
stage, it may be submitted in accordance with 37 CFR
1.121. An amendment filed under 37 CFR 1,121 should
be submitted within 1 month after completion of the 35
UL.8.C. 371(c) requirements and entry into the national
stage. See 37 CFR 1.496(a). If applicant has timely paid
the basic national fee but the translation is missing or is
defective, a notice of Missing Requiremenis will be sent
to applicant setting a period to correct any missing or de-
fective requirements. The time period is 21 months or 31
months from the priority date, as appropriate, or 1
month from the date of the notice, whichever expires lat-
er. The time period is subject to the provisions of 37 CFR
1.136(a). '

1893.0i{e) Oath/Declaration

37 CFR 1.497.  Qath or declaration under 35 US.C. 371{c}(4).

{2) When an applicant of an international application desires to
enter the national stage under 35 U.S.C. 371 pursuant to §§ 1.4%4 or
1.493, he or she must file an oath or declaration that:

(1} 1s executed in accordance with either §§ 1.66 or 1.68;

(2) Identifies the specification to which it is directed;

(3) Identifies each inventor and the country of citizenship of
each inventor; and

(4) States that the person making the oath or declaration
believes the named inventor or inventoss to be the original and first
inventor or inventorsof the subject matterwhichisclaimed and forwhich
a patent is sought,

(b)(1) The oath or declaration must be made by all of the actual
inventors except as provided for in §§ 1.42, 1.43 or 1.47.

{2} If the person making the cath or declaration is not the
inventor, the cath or declaration shallstate the relationship of the person
to the inventor, the facts required by 8§ 1.42, 1.43 or 1.47, and, upon
information and belief, the facts which the inventor would have been
required to state,
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(¢} If the oath or declaration meets the requirements of
paragraphs (a) and (b) of this section, the oath or declaration will be
accepted as complying with 35 U.S.C. 371(c)(4) and §§ 1.494(c) or
1.495(c). However, if the cath or declaration does not also meet the
requirements of § 1.63, asupplemental oath or declarationin compliance
with § 1.63 will be required in accordance with § 1.67.

Applicants entering the national stage in the U.S. are
required to file an oath or declaration of the inventor in
accordance with 37 CFR 1.497(a} and (b). If the basic na-
tional fee has been paid by the expiration of 20 or 30
months from the priority date as appropriate, but the re-
quired oath or declaration has not been filed, the Office
will send applicant a notice of Missing Requirements set-
ting a time period to correct any missing or defective re-
quirements. The time period is 21 months or 31 months
from the priority date, as appropriate, or 1 month from
the date of the notice, whichever expires later. The time
period is subject to the provisions of 37 CFR 1.136(a).
The oath or declaration must comply with the require-
ments of 35 U.S.C. 115 and with the regulations pre-
scribed for oaths and declarations. See especially 37
CFR 1.497(a) and (b). Further, pursuant to 37 CFR
1.497(c), to avoid the need to submit a supplemental
oath or declaration, the oath or declaration must comply
with 37 CFR 1.63. '

If an inventor refuses to execute the cath or declara-
tion or is unavailable, applicant must file an oath or dec-
laration and a petition in accordance with 37 CFR 1.47.
Similarly, where an inventor is deceased or legally inca-
pacitated, an oath or declaration in accordance with the
provisions of 37 CFR 1.42 or 1.43 must be provided. To
avoid abandonment the oath or declaration and petition
(under 37 CFR 142, 1.43 and/or 1.47, as appropriate)
must be filed either before expiration of 20 or 30 months
from the priority date, as appropriate, or, where a notifi-
cation of deficiency of the oath/declaration has been
mailed, within the time for reply to that notification.

If applicant has filed an oath or declaration and peti-
tion under 37 CFR 1.42, but has not provided proof
of authority of the legal representative as required by
37 CER 1.44, the application papers will be provisionally
accepted for enfry into the national stage and forwarded
for further processing and examination on the merits.
However, if sufficient proof of authority of the person(s)
signing as legal representative of the deceased inventor
is not provided before mailing of the notice of allowance,
the application should be forwarded to the PCT Legal
Office. If proof of authority is not filed, the application
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will be held not to have entered the national stage for
failure to provide an oath or declaration as required by
35 U.S.C. 371(c)(4) and will be held abandoned in accor-
dance with 37 CFR 1.494(g) or 1.495(h). Under such cir-
cumstances the date of abandonment will be the date of
expiration of 20 months from the priority date or, where
a notification of deficiency of the oath/declaration has
been mailed, the date of expiration of the time for reply
to that notification or as extended by any extension fee
timely paid under 37 CFR 1.136(a).

1893.02 Abandonment

If the requirements of 35 U.8.C. 371(c) are not com-
plied with by the time period set in 37 CFR 1.494(b) and
(c) or 37 CFR 1.495(b) and (c), as appropriate, the
application is considered to be abandoned, see 37 CFR
1.494(g) and 37 CFR 1.495¢(h).

Examiners and applicants should be aware that some-
times papers filed for the national stage are deficient and
abandonment results. For example, if the fee submitted

does not include at least the amount of the basic national.

fee that is due, the application becomes abandoned.

Applicant may file a petition to revive an abandoned
application in accordance with the provisions of 37 CFR
1.137. See MPEP § 711.03(c).

1893.03 Prosecution of U.S. National Stage
Applications Before the Examiner

An international application which enters the nation-
al stage will be forwarded to the appropriate examining
group for examination in turn based on the 35 US.C.
371(c) date of the application. Once the application is
forwarded to the examiner, prosecution proceeds in the
same manner as for a domestic application with the ex-
ceptions that (1) the international filing date is the date
to keep in mind when searching the prior art and (2) uni-
ty of invention proceeds as under 37 CFR 1.475.

1893.03(a) How To Identify That an Application
Is a U.S. National Stage Application

Applicant’s initially deposited application must indi-
cate that treatment as a national stage application (filed
under 35 U.S.C. 371) is requested (see 37 CFR 1.494(f)
and 37 CFR 1.495(g)). Otherwise, the application will be
treated as an application filed under 35 U.S.C. 111(a).
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That is, if applicant wishes the application to be filed
under 35 U.S.C. 111(a), applicant’s originally filed ap-
plication papers need indicate simply that the papers are
for a new U.S. patent application. If, however, applicant
is filing papers for entry into the national stage of a PCT
application, applicant must 50 state. 37 CFR 1.494(f) and
1.495(g) require that applicant’s application papers
must be clearly identified as a submission to enter the na-
tional stage under 35 U.S.C. 371; otherwise the submis-
sion will be considered as being made under 35 US.C.
111(a). Examination of the originally filed application
papers occurs in either the Office of Initial Patent Ex-
amination or in the National Stage Processing Division
of the Office of PCT Operations where it is determined
whether applicant has asked that the papers be treated
as a national stage filing under 35 U.S.C. 371. If the ap-
plication is accepted for entry into the national stage, the
National Stage Processing Division will fill out and mail
Form PCT/DO/EQ/903 indicating acceptance of the ap-
plication as a national stage {iling under 35 U.S.C. 371
and will stamp the face of the file with an indication that
the application is filed under 35 U.S.C. 371. Accordingly,
the three key indicators which reflect that an application
is filed under 35 U.S.C. 371 are

(A) The file face indication of a filing under
35U.8.C. 371;

(B) The Form PCT/DO/EO/903 indicating accep-
tance of the application as a national stage filing under
35U.S8.C. 371; and

(C) Applicant’s statement (or the equivalent) in
the originally filed application papers that the applica-
tion is a national stage filing under 35 US.C. 371.
Applicants who use transmittal Form PCT/DO/EO/1390
will satisfy the requirement for such a statement since
the form includes an indication that the application is a
ndtional stage filing under 35 U.S.C. 371.

Initially, the examiner should inspect the face of the
file wrapper and/or the PALM bib—data sheet for anin-
dication that it is filed under 35 U.S.C. 371 and should
also check the application papers for the presence of
Form PCT/DO/EQ/903. If neither of these indications
are present the application may, in the absence of evi-
dence to the contrary (there is an indication in the origi-
nally filed application papers that processing as a nation-
al stage is desired), be treated as a filing under 35 U.S.C.
111(a). Thus, if both indications are present, the applica-
tion should be treated as a filing under 35 U.S.C. 371. If
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the face of the file wrapper does not indicate a filing un-
der 35 U.S.C. 371, but a properly completed Form PCTY/
DO/EQ/903 is in the file, the examiner should complete
the face of the file by adding “filed under 35 U.S.C. 371”
in the upper left margin thereof. The examiner should
initial and date this change. If the file wrapper does not
include a properly completed Form PCT/DOQ/EQ/903
but the face of the file indicates a filing under 35 U.S.C.
371, the application should be returned to the National
Stage Processing Division of the Office of PCT Opera-
tions for certification that the application has been ac-
cepted for the national stage.

In accordance with the notice at 1077 O.G. 13 (14
April 1987), if the applicant files a U.S. national applica-

MANUAL OFPATENT EXAMINING PROCEDURE

tion and clearly identifies in the accompanying oath or
declaration the specification to which it is directed by re-
ferring to a particular international apphcauon by PCT
Application Number and International Filing Date and
that he or she is executing the declaration as, and seeking

-aU.S. Patent as, the inventor of the invention described

in the identified international application, then the ap-
plication will be accepted as filed under 35 U.S.C. 371.
Merely claiming priority of an international (PCT)
application in an oath or declaration will not serve to in-
dicate a filing under 35 U.S.C. 371. Also, if there are any
conflicting instructions as to whether the filing is under
35 U.S.C. 111(a) or 35 U.8.C. 371, the application will be
accepted as filed under 35 U.S.C. 111(a).
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UNITED STATES DEPARTMENT OF COMMERCE, ' (

Patent and Trademark Office. L .

Address: Assistant Commissioner for Patents

_ Washington, D.C. 2023t
[_arruicationno. | | FIRST NAMED APPLICANT | DOCKETNO. |
08/ XXX XXX Ted Wilson et al. 1234 - PCT
j INTERNATIONAL APPLICATION NO. |
PCT/EPO2XXXXX
John Smith . .
212 Main Street | TAFILING DATE | PRIORITY DATE. |
Angtown, PA 12345 10 SEPT 1992 10 SEPT 1991
_ DATE MATLED: 10 JUNE 1993
NOTIFICATION OF ACCEPTANCE OF APPLICATION UNDER 35 U.S.C. 371
AND 37 CFR 1.494 OR 1.495

1. The applicant is hereby advised that the United States Patent and Trademark Office in its capacity as

[3 a Designated Office (37 CFR 1.494), []an Elected Office (37 CFR 1.495), has determined that the above
identified international application has met the requirements of 35 U.S.C. 371, and is ACCEPTED for national
patentability examination in the United States Patent and Trademark Office.

2. The United States Application Number assigned to the application is shown above and the relevant dates are:

10 May 1993 10 May 1993
DATE OF RECEIPT OF
35 1U.8.C. 102(¢) Date 35 US.C. 571 REQUIREM

A Filing Receipt (PTO—103X) will be issued for the present application in due course. THE DATE APPEAR-

ING ON THE FELING RECEIPT AS THE “FILING DATE” 18 THE DATE ON WHICH THE LAST OF THE

35 U.8.C. 371{c) REQUIREMENTS HAS BEEN RECEIVED IN THE OFFICE. THIS DATE IS SHOWN

ABOVE, The filing date of the above identified application is the intemational filing date of the international ap- (
plication (Article 11(3) and 35 U.S.C. 363). Once the Filing Receipt has been received, send all correspondence

to the Group Art Unit designated thereon.

3, [A A request for immediate examination under 35 US.C. 371{f) was received on 10 MAY 1993 and the
application will be examined in turn.

4, The following items have been received:
{3 US. Basic National Fee.
3 Copy of the international application in:
£X anon-Englisk langeage.
[} English.
[® Translation of the international application into English.
[® Oath or Declaration of inveator(s) for DO/EO/US.
{3 Copy of Article 19 amendments. [[] Transiation of Article 19 amendments into English.
The Articte 19 amendments [] have [} have not been entered.
] The International Preliminary Examination Report in English and its Annexes, if any.
[) Tiansiation of Annexes to the International Preliminary Examination Report into English,
The Annexes [ have [T] have not been entered.
7] Preliminary amendment(s) filed ; and
£ ] Information Disclosure Staternent(s) filed and
[ Assignment document.
] Power of Attorney and/or Change of Address.
[ Substitute specification filed
(]
0l

Verified Statement Claiming Small Entity Status,
Priority Document. -

B Copy of the Search Report ] and copies of the references cited therein.
Other: ) S '

Applicant is reminded that any communication to the United States Patent and Trademark Office must be
raailed to the address given in the heading and include the U.S. application no. shown above. (37 CFR 1.5)

Richard B. Lazarus S
FORM PCT/BO/EOH03 (September 1996) Telephone: (703) 5578384 ( i
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1893.03(b) The Filing Date of 2 U.S. National
Stage Application

An international application designating the 1J.5. has
two stages (international and national) with the filing
date being the same in both stages. Often the date of
entry into the national stage is confused with the filing
date. It should be borne in mind that the filing date of
the international stage application is also the filing date
for the national stage application. Specifically, 35 U.S.C.
363 provides that

An international application designating the United
States shall have the effect, from its international filing
date under Article 11 of the treaty, of a national applica-
tion for patent regularly filed in the Patent and Trade-
mark Office except as otherwise provided in section
102(e) of this title.

Similarly, PCT Article 11{3) provides that

..aninternational filing date shall have the effect of areg-
ular national application in each designated State as of
the international filing date, which date shali be consid-
ered to be the actual filing date in each designated State.

37 CFR 1.496(a), first sentence, reads “International
applications which have complied with the requirements
of 35 U.S.C. 371(c) will be taken up for action based on
the date on which such requirements were met.” Thus,
when the file wrapper label or PALM bib~data sheet is
printed, the information is read from the PALM data
base and the information printed in the filing date box is
the date of entry into the national stage rather than the
actual international filing date. See in the preceding sec-
tion the sample National Stage Filing Under 35 U.S.C.
371 wherein the face of the file of national stage applica-
tion mumber 07/XXX, XXX is shown with the date of
entry into the national stage (11/08/91) shown in the FIL-
ING DATE box and the true U.S. filing date (01/10/90) is
indicated just to the right of the international applica-
tion number (PCT/EP9O/XXXXX)} in the FOREIGN/
PCT APPLICATIONS block.

Applicants are quite often confused as to the true fil-
ing date and will ask for corrected filing receipts thinking
that the information thereon is wrong. This explanation
should offer some clarity. For all legal purposes, the fil-
ing date is the PCT international filing date. The date of
actual entry into the national stage is otherwise the date
provided in the PALM system. Any issued patent will
have all of the relevant dates listed.
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1893.03(c) The Priority Date, Priority Claim, and
Priority Papers for a U.S. National
Stage Application

A U.S. national stage application (filed under 35 US.C.
371) may include a claim under 35 U.S.C. 119 (a) or 120 for
benefit of the filing date of a prior application or applications.
See also 35 U.S.C. 365.

PRIORYITY CLAIM UNDER 35 US.C. 119(a)

A national stage application which includes a priority
claim under 35 U.S.C. 119{a) must refer to a priority ap-
plication the priority of which was also claimed in the in-
ternational application. If the 35 U.S.C. 119(a) priority
claim is to an application the priority of which was prop-
erly claimed in the international application, the claim
for priority is acknowledged and the national stage ap-
plication file is checked to see if the file contains a copy
of the certified copy of the priority document submitted
to the International Bureau.

If the 35 U.S.C. 119(a) priority claim in the national
stage application is to an application the priority of
which was not claimed in the international application,
the claim for priority must be denied for failing to meet
the requirements of the Patent Cooperation Treaty, spe-
cifically PCT Rule 4,10,

For a comparison with 35 U.S.C. 119(a)~(d) priority
claims in a national application filed under 35 U.S.C.
111(a) see MPEP § 1895.01.

THE CERTIFIED COPY

The requirement for a certified copy of the foreign
priority apphication is rormally fulfilled by applicant pro-
viding a certified copy to the Receiving Office or to the
International Bureau within 16 months from the priority
date and subsequently, the International Bureau for-
warding a photocopy of the certified priority document
when it forwards a copy of the international application
(shortly after publication at 18 months from the priority
date) to each Designated Office. The copy from the In-
ternational Bureau is placed in the U.S. national stage
file. The Infernational Bureau stamps the face of the
photocopy of the certified priority document with an in-
dication that the certified priority document was re-
ceived at the International Bureau. The stamped copy of
the priority document sent to the U.S. Office of PCT Op-
crations from the International Bureau is acceptable to
establish that applicant has filed a certified copy of the
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priority document. The examiner should acknowledge in in the upper right hand section indicating receipt by the (
the next Office action that the certified copy of the for- International Bureau (WIPO) on 30 November 1992 and
eign priority document has been filed. Note the example the stamped term “PRIORITY DOCUMENT™.

of an acceptable priority document with the stamp (box) : '
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If applicant has not forwarded a certified copy of the
priority application in time for the International Bureau
to forward it to the U.S. Designated Office with the copy
of the international application, then applicant will have
to provide a certified copy of the priority document
during the national stage to fulfill the requirement of
Article 4 of the Paris Convention. '

PRIORITY CLAIM UNDER 35 US.C. 120

A national stage application may include a priority
claim under 35 U.S.C. 120 to a prior U.S. national ap-
plication or to a prior international application designat-
ing the U.S. The conditions for according benefit under
35 U.S.C. 120 are as described in MPEP § 201.07,
§ 201.08, and § 201.11 and are similar regardless of
whether the U.S. national application is a national stage
application filed under 35 U.S.C. 371 or a national ap-
plication filed under 35 U.S.C. 111(a).

For a national stage application (of international ap-
plication “X”) to obtain benefit under 35 U.5.C. 120 of a
prior U.S. national application, the international ap-
plication (“X”) must include an appropriate reference to
the prior U.8. national application, be copending with
the prior U.S. national application, and have at least one
inventor in common with the prior U.S. national applica-
tion. See MPEP § 201.11. The prior U.S. national ap-
plication is copending with the national stage applica-
tion if the prior U.S. national application was pending on
the international filing date.

If a national stage application includes a priorify claim
under 35 U.S.C. 120 to a prior international application,
the examiner must ascertain whether (1) the first inter-
national application was copending (not abandoned or
withdrawn) with the second international application
claiming benefit under 35 U.S.C. 120, and (2} the prior
international application designated the U.S.

Note: a national siage application filed under
35 U.S.C. 371 may not claim benefit of the filing date of
the international application of which it is the national
stage since its filing date is the date of filing of that inter-
national application. See also MPEP § 1893.03(b).
Stated differently, since the international application. is
not an earlier application (it has the same filing date as
the national stage), a priority claim in the national stage
to the international application is inappropriate. Ac-
cordingly, it is not necessary for the applicant to amend
the first sentence of the specification to reference the in-
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ternational application for a national stage application
filed under 35 U.S.C. 371.

For a comparison with 35 U.S.C, 120 priority claims in
a national application filed under 35 U.S.C. 111(a), see
MPEP § 1895.

1893.03(d) Unity of Invention

37 CFR 1.499.  Unity of invention during the national stage

If the examiner find that a national stage application lacks unity of
invention under § 1.475, the examiner may in an Office action require
theapplicant inthe response to that action o clect the invention to which
the claims shall be restricted. Such requirement may be made before any
action on the merits but may be made at any time before the final action
at the discretion of the examiner. Review of any such requirement is

provided under §8 1.143 and 1.144,

PCT Rule 13 was amended effective July 1, 1992.
37 CFR 1.475 was amended effective May 1, 1993 to cor-
respond to PCT Rule 13.

Examiners are reminded that unity of invention (not
restriction) practice is applicable in international ap-
plications (both Chapter I and II} and in national stage
(filed under 35 U.S.C. 371) applications. Restriction
practice continues to apply to U.S. national applications
filed under 35 U.S.C. 111(a).

When making a lack of unity of invention require-
ment, the examiner must (1) list the different groups of
claims and (2) explain why each group lacks unity with
each other group (i.e., why there is no single general in-
ventive concept) specifically describing the unique spe-
cial technical feature in each group.

"The principles of unity of invention are used to deter-
mine the types of claimed subject matter and the com-
binations of claims to different categories of invention
that are permitted to be included in a single internation-
al or national stage patent application. The basic princi-
ple is that an application should relate to only one inven-
tion or, if there is more than one invention, that appli-
cant would have a right to include in a single application
only those inventions which are so linked as to form a
single general inventive concept.

A group of inventions is considered linked to form a
single general inventive concept where there is a techni-
cal relationship among the inventions that involves at
least one common or corresponding special technical
feature. The expression special technical features is de-
fined as meaning those technical features that define the
contribution which each claimed invention, considered
as awhole, makes over the prior art. For example, a cor-
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responding technical feature is exemplified by a key
defined by certain claimed structural characteristics
which correspond to the claimed features of a lock to be
used with the claimed key. Note aiso examples 1~17 of
Annex B Part 2 of the PCT Administrative Instructions
as amended July 1, 1992 contained in Appendix Al of the
MPEP.

A process is “specially adapted” for the manufacture
of a product if the claimed process inherently produces
the claimed product with the technical relationship be-
ing present between the claimed process and the claimed
product. The expression “specially adapted” does not
imply that the product could not also be manufactured by
a different process.

An apparatus or means is specifically designed for
carrying out the process when the apparatus or means is
suitable for carrying out the process with the technical
relationship being present between the claimed appara-
tus or means and the claimed process. The expression
specifically designed does not imply that the apparatus
or means could not be used for carrying out another pro-
cess, nor does it imply that the process could not be car-
ried out using an alternative apparatus or means.

Note: the determination regarding unity of invention
is made without regard to whether a group of inventions
is claimed in separate claims or as alternatives within a
single claim. The basic criteria for unity of invention are
the same, regardless of the manner in which applicant
chooses to draft a claim or claims.

1893.63(e) Papers Received From the
International Bureau and
Placed in a U.S. National
Stage Application File

The national stage application includes papers for-
warded by the International Bureau and papers from ap-
plicant. Some of the papers {rom the International Bu-
reau are identified in this section with a brief note as to
their importance to the national stage application. The
examiner should review each such paper and the impor-
tant aspect indicated,
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THE PAMPHLET
The Pamphlet includes

(A) acover page with the applicant/inventor data,
the application data (serial number, filing date, etc.) and
the Abstract (and, if appropriate, a figure of drawing),

(B} the description, claims and drawing parts of
the international application, and

{C) the search report (Form PCT/ISA/210).

The cover page is important as a source of the correct
application data, most importantly the filing date and
priority date accorded to the international application,
If the pamphlet is published in English, applicant need
not submit a copy of the international application to the
Patent and Trademark Office, The Office will use the de-
scription, claims, abstract and drawings as published in
the pamphlet for the U.S. national stage examination
under 35 U.S.C. 371, The description, claims and draw-
ing parts of the international application reflect the ap-
plication subject matter on the international filing date
and are important for comparison with any amendments
to check for new matter. The search report reflects the
International Searching Authority’s opinion regarding
the prior art.

THE INTERNATIONAL PRELIMINARY EXAMINA-
TION REPORT

If the international application underwent prelimi-
nary examination, the International Preliminary Ex-
amination Report (Form PCT/IPEA/409) reflects the In-
ternational Preliminary Authority’s non—binding opin-
ion regarding novelty, inventive step and industrial ap-
plicability. The examiner may adopt any portion or all of
this opinion upon consideration in the national stage so
long as it is consistent with U.S, practice. The examiner
should comment upon the Report in the first Office ac-
tion on the merits to reflect that the Report has been
considered. The comment may be a mere acknowledge-
ment.

THE PRIORITY DOCUMENT
See the discussion in MPEP § 1893.03(c).
NOTIFICATION OF WITHDRAWAL

If the national stage application papets include a No-
tification of Withdrawal (PCT/IB/307), the examiner
must check the date of receipt of the 35 U.S.C. 371 re-
quirements (the 371 date) on Form PCT/DO/EQ/903 to
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be sure that the 371 date is not later than the date of with-
drawal. If it is later, the national stage application must
be returned to the PCT Legal Office for a decision re-
garding the propriety of entry into the national stage.

1893.03(f) Drawings and PCT Rule 11

The drawings for the national stage application must
comply with PCT Rule 11. The copy of the drawings pro-
vided by the International Bureau has already been
checked and should be in compliance with PCT Rule 11.
Accordingly, the drawing provided by the International
Bureau should be acceptable. Sometimes, applicant sub-
mits a drawing for use in the national stage application
and a check will be made by the Official Draftsman. The
Official Draftsman may not impose requirements be-
yond those imposed by the Patent Cooperation Treaty
{e.g., PCT Rule 11). The examiner does indeed have the
authority to require new or more acceptable drawings if
the drawings were published without meeting all re-
quirements under the PCT for drawings. Unless the ap-
plicant requests the use of drawings which he or she has
submitted, the drawings to be employed in the national
stage are those which are a part of the Article 20 commu-
nication.

1893.03(g) Information Disclosure Statement
in a National Stage Application

An extensive discussion of Information Disclosure
Statement practice is to be found in MPEP § 609, Al-
though not specifically stated therein, the duty to dis-
close information material to patentability as defined in
37 CFR 1.56 is placed on individuals associated with the
filing and prosecution of a national stage application in
the same manner as for a domestic national application.
The declaration requires the same averments with re-
spect to the duty under 37 CFR 1.56.

When an international application is filed under the
Patent Cooperation Treaty (PCT), prior art documents
may be cited by the examiner in the international search
report and/or the international preliminary examination
report. When a national stage application is filed under
35 U.S.C. 371, or a national application is filed under
35 U.5.C. 111 claiming benefit of the filing date of the in-
ternational application, it is often desirable to have the
examiner consider the documents cited in the interna-
tional application when examining the national applica-
tion,
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As a result of an agreement among the Buropean Pat-
ent Office (EPO), Japanese Patent Office (JPQ), and the
United States Patent and Trademark Office (USPTO),
copies of documents cited in the international §earch re-
port issued by any one of these International Searching
Authority Offices generally are being sent to the other
Offices when designated in the international applica-
tion. Accordingly, in many national stage applications
where the international search was conducted by the
EPO, JPO, or USPTO, copies of the documents cited in
the international search report are made available to the
examiner in the national stage application.

When all the requirements for a national stage ap-
plication have been completed,. applicant is notified
(Form PCT/DO/EO/903) of the acceptance of the ap-
plication under 35 U.S.C. 371, including an itemized }ist
of the items received. The itemized list includes an indi-
cation of whether a copy of the international search re-
port and copies of the references cited therein are pres-
ent in the national stage file. The examiner will consider
the documents cited in the international search report,
without any further action by applicant under 37 CFR
1.97 and 1.98, when both the international search report
and copies of the documents are indicated to be present
in the national stage file. The examiner will note the con-
sideration in the first Office action. There is no require-
ment that the examiners list the documents on a
PTO~892 form. See Form Paragraphs 6.53, 6.54, and

- 6.55 (reproduced in MPEP § 609). Otherwise, applicant

must follow the procedure set forth in 37 CFR 1.97 and
1.98 in order to ensure that the examiner considers the
documents cited in the international search report.

This practice applies only to documents cited in the in-
ternational search report relative to a national stage ap-
plication filed under 35 U.8.C. 371. It does not apply to
documents cited in an international preliminary ex-
amination report that are not cited in the search report.
It does not apply to applications filed under 35 US.C.
111(2) claiming the benefit of an international applica-
tion filing date,

1895 A Continuation or Continuation—In—
Part Application of a PCT Application
Designating the United States

It is possible to file a U.S, national application under
35U.8.C. 111(a) during the pendency (prior to the aban-
donment) of an international application which desig-

3
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nates the United States without completing the require-
ments for entering the national stage under 35 US.C.
371(c). The ability to take such action is based on provi-
sions of the United States patent law. 35 U.S.C. 363 pro-
vides that “[a]n international application designating
the United States shall have the effect, from its interna-
tional filing date under article 11 of the treaty, of a na-
tional application for patent regularly filed in the Patent
and Trademark Office....” 35 U.S.C. 371(d) indicates
that failure to timely comply with the requirements of
35 US.C.371(c) “shall be regarded as abandonment ...
by the parties thereof....” It is therefore clear that an in-
ternational application which designates the United
States has the effect of a pending U.S. application from
the international application filing date until its aban-
donment as to the United States. The first sentence of 35
U.S.C. 365(c) specifically provides that “[i]n accordance
with the conditions and requirements of section 120 of
this title, ... a national application shall be entitled to the
benefit of the filing date of a prior international applica-
tion designating the United States.” The condition of 35
U.S.C. 120 relating to the time of filing requires the later
application to be filed before the patenting or abandon-
ment of or termination of proceedings on the first ap-
plication. The filing of continuations and continua-
tions—in—part of a PCT application designating the
U.S. was used primarily in instances where there was
difficulty in obtaining a signed oath or declaration by the
expiration of the time for entry into the national stage.
Since applicants are now notified of missing or defective
oaths or declarations and/or translations, and are given a
time period to respond which is extendable under
37 CFR 1.136(a), the use of this practice may well
diminish.

A continuing application under 35 U.S.C. 365(c) and ~

120 must be filed before the abandonment or patenting
of the prior application.

To obtain benefit under 35 U.S.C. 120, the continuing
U.S. national application must

{A) include an appropriate reference to the prior
application,

(B) be copending with the prior application, and

(C) have at least one inventor in common with the
prior application.

See MPEP § 201.11. A U.S. national application is co-
pending with an international application if the prior in-
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ternational application was pending on the filing date of
the subsequent U.S, national application.

If the prior application is an international application,
the examiner must ascertain (2) and (3) above by either
examining the national stage application file of the inter-
national application, or by examining the international
application file, or requiring applicant to submit suffi-
cient proof that the international application was co-
pending with the U.S. national (35 U.S.C. 111(a)) ap-
plication claiming benefit under 35 U.S.C. 120. If the
parent international application was not copending (i.e.,
abandoned or withdrawn), benefit under 35 U.S.C. 120 s
not possible.

If priority is claimed under 35 U.S.C. 120 in a third
U.S. national application to a first national or interna-
tional application via a second international application,
the examiner must examine the second international ap-
plication to see if it contains a proper reference for bene-
fit under 35 U.S.C. 120 of the first filed application. The
second international application must include an ap-
propriate reference in the Request to the prior U.S. na-
tional application. The appropriate reference in the Re-
quest should identify the parent application and include
an indication that it is a continuation or continuation—
in—part of the first filed U.S. application, PCT Rule
4.14. In order for the examiner to determine if the inter-
national application mecets the above noted require-
ments, the examiner should review the copy of the Re-
quest form in the international application file or the
cover page of the published international application. If
the copy is not in the file, the International Application
Processing Division may obtain a copy from the Interna-
tional Bureau.

1895.01 Handling of and Considerations In
the Handling of National Applica-
tions Under 35 U.S.C. 371 and
35 U.S.C. 111{a) Continuations
and Continuations—In—Part
of a PCT Application

A national application can be either a national stage
application submitted under 35 U.8.C. 371 or a national
application filed under 35 U.S.C. 111(a).
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NATIONAL APPLICATIONS SUBMITTED UNDER
35U.8.C.371

These applications are the result of an international
application filed under the PCT entering the national
stage in the United States. They are called national stage
applications. The national stage application papers are
placed in a domestic application file wrapper and the
phrase “FILED UNDER 35 U.8.C. 371” is stamped on
the front of the file wrapper. In addition, a “Notification
of Acceptance of Application under 35 U.S.C. 371 and
37 CFR 1494 or 1.495” (Form PCT, /DO/EO/QO?:) is
placed in the file.

A typical time line involving an international and ana-
tional stage application is illustrated as follows:

0 months i2 18 20 0r 30
I T [ T 1
Priority Int’l Appin Filed Int'l Appln Nat. Stage Appin Patent
Appln Filed (Int’ Filing Date)  Published 35 USC 371 Tssues
(8 102(e) date)

Although the illustrated time line is typical, there is no
requirement that there be a priority application, nor is
there any requirement that the national stage applica-
tion be submitted after the international application is
published,

National stage applications submitted under 35 U S.C.
371 are treated differently in certain respects than na-
tional applications filed under 35 U.S.C. 111(a). Treat-
ment of 35 U.S.C. 371 applications differs from treat-
ment of 35 U.8.C. 111(a) applications as follows:

A. FILING DATE AS APPLICANT’S DATE OF IN-

VENTION

By virtue of 35 U.S.C. 363, the U.S. filing date of a‘na-
tional stage application is the international filing date
(the filing date of the international application) for the
purpose of determining whether information is prior art
(i.e., has an effective date) relative to the invention
claimed in the national stage application. The date which
appears in the “filing date” box on the front of the file
wrapper of a national stage application, however, is the
date on which the requirements of 35 U.S.C. 371(c) were
complied with, and typically is not the same as the inter-
national filing date of the application. The international
filing date is the critical date for determining whether or
not a particular reference is available as prior art against
the application. The international filing date will appear
next to the international application number in the
CONTINUING DATA section on the file wrapper label
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and .in the “Notification of Acceptance of Application
under 35 U.S.C. 371 and 37 CFR 1.494 or 1. 495” {Form
PCT/DO/EG/903).

B, 35USC 1% PRIORITYIN NATIONAL STAGE
APPLICATION

The filing date of a national stage application is the in-
ternational filing date. Pursuant to 35 U.8.C. 365(b), a
priority claim under 35 U.S.C. 119(a) is proper if
(2) a claim for priority was made in the international ap-
plication, and (b) the application was filed: within 12
months prior to the international filing date. See MPEP
§ 1893.03(c). The examiner should acknowledge the
priority claim and priority document in the next Office
action and on the file wrapper as in any 35 U.S.C.
119(a)~(d) situation, if appropriate,

C.  PRIORITY DOCUMENT

In national stage applications, a photocopy of the for-
eign priority document is received from the Internation-
al Bureau and placed in the national stage application
file. This copy of the foreign priority document is suffi-
cient to establish that applicant has filed a certified copy
of the priority document. The copy received from the In-
ternational Bureau bears a “WIPQ” stamp. If a copy of
the foreign priority document is not in the national stage
application file, the examiner should consult the Group’s
Special Program Examiner. A certified copy of a priority
document filed as a U.8. provisional application under
35 U.8.C. 111(b) is not required under 35 U.S.C. 119(e).

D. UNITY OF INVENTION

Restriction practice in both international and nation-
al stage applications is determined under unity of inven-
tion principles as set forth in 37 CFR 1.475 and 1.499.
Restriction practice under 35 U.S.C. 121, as it applies to
national applications submitted under 35 U.S.C. 111(a),
is not applicable to either international or national stage
applications. However, a continuing application claim-
ing benefit under 35 U.S.C. 365(c) to an international
application or to a national stage application is not a na-
tional stage application and, therefore, the restriction
practice under 35 U.5.C. 121 is applicable.

E. FILING DATE FOR PRIOR ART PURPOSES UN-
DER 35 U.S.C. 102(e)

Once a patent issues from a national stage applica-
tion, the filing date for prior art purposes under
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35U.5.C. 102(e) is not the international filing date, but is
the date on which the requirements of 35 US.C.
371(c)(1), (2) and (4) were met (copy of the international
application with any necessary translation, national fee
and oath or declaration were filed). The 35 U.S.C. 102(¢)
date for prior art purposes is listed on the first page of the
patent. An applicant may establish a filing date for prior
art purposes under 35 U.S.C. 102(e) by satisfying the re-
quirements of 35 U.S.C, 371 long before the expiration
of 20 or 30 months from the priority date. However, as
the international application is usually published
approximately 18 months from the priority date, this
publication generally will have an earlier date for prior
art purposes than the 35 U.S.C. 102(e) date of the LS.
patent. A copy of the published international application
¢an be obtained through the Foreign Patents Branch of
the Scientific and Technical Information Center (STIC).
The publication number and publication date appear on
the first page of the patent.

E  INTERNATIONAL PUBLICATION NUMBER
AND THE PUBLICATION DATE

The International Publication Number and the Publi-
cation Date MUST be in the national stage application if
the application is allowed. The International Publication
Number and the Publication date can be found in the
DO/US Worksheet WIPO Publication block. If the Pub-
lication Number and the Publication date are not found
on the worksheet or if the worksheet is missing, the infor-
mation may be taken either from the International Pub-
lication or the PCT Gazette page. The examiner should
ensure that the International Publication Number and
the Publication date are in one of these three locations
before the application is sent to Publishing Division.

CONTINUATION, CIBE, OR BIVISION OF INTERNA-
TIONAL APPLICATION FILED UNDER 35 U.S.C.
151{a)

Rather than filing a national stage application, a con-
tinuing application (i.e., continuation, C—I-P, or divi-
sion) under 35 U.S.C. 111(a) of the international ap-
plication may be filed. Pursuant to 35 U.S.C. 365(c), a
regular national application filed under 35 U.S.C. 111{a)
and 37 CFR 1.53(b) (not under 37 CFR 1.53(d) or for-
mer 37 CFR 1.60 or 1.62) may claim benefit of the filing
date of an international application which designates the
United States.
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A typical time line involving a continuing application
filed during the pendency of an international application
is illustrated as follows:

0 months 12 20 or 30
1 1 i
Priority Appln Filed Int’l Appln Filed Int’l Appln Abandoned
US Designated o ——
35USC111(a)

The continuing application must be filed before the
international application becomes abandoned as to the
U.S. as set forth in 37 CFR 1.494 and 1.495. An ap-
propriate sentence (such as “This is a continuation of In-
ternational Application PCT/EP90/00000, with an inter-
national filing date of January 4, 1990, now aban-
doned.”) must appear at the beginning of the specifica-
tion. In addition, all other conditions of 35 U.S.C. 120
(such as having at least one common inventor) must be
satisfied. A copy of the international application (and an
English translation) may be required by the examiner to
perfect the claim for benefit under 35 U.S.C. 120 and
365(c) if necessary, for example, where an intervening
reference is found and applied in a rejection of one or
more claims.

A claim for foreign priority under 35 US.C.
119(a)—(d) must be made in the continuing application
in the same manner as in a national stage application. In
the same manner as with a national stage application, a
foreign priority claim is proper if (1) a claim for foreign
priority was made in the international application, and
(2) the foreign application was filed within 12 months
prior to the international filing date. A certified copy of
any foreign priority document must be provided by the
applicant if the parent international application has not
entered the national stage under 35 U.S.C. 371 {the pho-
tocopy received from the International Bureau cannot
be used). If the parent international application has en-
tered the national stage under 35 U.S.C. 371, the appli-
cant, in the continuing application, may state that the
priority document is contained in the national stage ap-
plication,

35 US.C. 11%(a)—(d) PRIORITY CLAIM TO IN-
TERNATIONAL APPLICATION IN 35 U.S.C. 111(a)
NATIONAL APPLICATION

Pursuant to 35 U.S.C. 365(a), an application filed un-
der 35 U.S.C. 111(a) may make a claim for foreign prior-
ity under 35 U.S.C. 119 (a)~—(d) to an international ap-
plication which designates at least one country other
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than the United States (the U.S. may also be de31g~
nated). In this situation, applicant must file a certified
copy of the international application in the application
filed under 35 U.S.C. 111(a) and the applicant must sat-
isfy all other requirements of 35 U.S8.C, 119(a)~(d). A
typical time line for this situation is illustrated as follows:

0 months 12

i
lnt’l Appln Filed

Country other than US designated 35 USC lll(a) Appln Filed

The examiner should acknowledge the priority claim
and priority document in the next Office action and on
the file wrapper as in any 35 U.8.C, 119(a)~(d) situa-
tion, if appropriate.

1896 The Differences Between a National
Application Filed Under 35 U.S.C.
111(a) and a National Stage Applica-
tion Filed Under 35 U.S.C. 371

The following section describes the differences be-
tween a U.S. national application filed under 35 U.S.C.
111(a), including those ciaiming benefit of a PCT ap-
plication under 35 U.S.C. 120 (a centinuation or 2 con-
tinnation—in—part of a PCT application), and a U.S.
national stage application (filed under 35 U.S.C. 371).

Chart of Some Common Differences

Nationai National Stage
Applications Applications
(filed under . (filed under
35U8.C 111{ap) 35U8.C.371)
Filing Date Deposit date in USPTO { International
of specification, claim filing date of
and any necessary PCT application
drawing
Effective Date Effective U.S. filing date § Deposit date in
as a reference USPTO of the
(35 U.S.C. 102(e)) 35US.C.
371D, (2)
and (4) require-
ments :
35US.C Claim & certified copy  § Certified copy
119(a)—(d) provided by applicant provided by
Priority WIPOQ, claim by
Requirement . applicant
Unity of Invention § U.S. restriction practice { Unity of invention
‘ practice under
37 CFR 1.499
Filing Fees 37CFR 1L.16 37 CFR 1.492
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Reference to Attached application, Same asina

Application in U.S. Application No., 35U.8.C 111(a)

Declaration etc. ' filingor may refer
to the interna-
tional application

Copendency with  § Applicant provides proof | Not an lssue

International

Application

The differences between a national application filed
under 35 US.C. 111(a) and a national stage application
filed under 35 U.S.C. 371 are often subtle, but the differ-
ences are important.

FILING DATE

The filing date of a 35 U.S.C. 111(a) application is the
date when the PTO receives a specification, claim, and
any drawings filed in the name of the inventors.’

The filing date of a PCT international application is
the date applicant satisfies Article 11 requirements, i.e.,
includes a specification, claim, U.S. residency or nation-
ality, prescribed language, designation of a contractmg
state, and names of the applicant.

In this regard, note that 35 U.S.C. 363 provides that,

An international application designating the United
States shall have the effect, from its international filing .
date under Article 11 of the treaty, of a national applica-
tion for patent regularly filed in the Patent and Trade-
mark Office except as otherwise provided in section
102(e) of this title.

Similatly, PCT Art:cie 11(3) prowdes that

...aninternationalfiling dateshallhave the effectofareg-
ular national application in each designated Staie as of
the international filing date, which date shall be consid-
ered to be the actual filing date in each designated State,

EFFECTIVE DATE AS A REFERENCE

When a U.S. national application filed under
35 U.S.C. 111(a) becomes a U.S. patent, its effective
date as a prior art reference against a pending applica-
tion is its effective filing date. See 35 U.S.C. 102(e).
Thus, if the 35 US.C. 111(a) application claims the
benefit of a prior application, e.g., a copending PCT in-
ternational application under 35 U.S.C. 120 or a copend-
ing provisional application under 35 U.5.C. 119(e), its
effective date as a reference will be the filing date of the
prior application. When a U.S. national stage applica-
tion filed under 35 U.S.C. 371 becomes a U.S. patent, its
effective date as a prior art reference against
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a pending application is the date applicant fulfilled the
requirements of 35 U.S.C. 371(c)(1) (the basic national
fee), (c}(2) (copy of the international application and a
translation into English if filed in another language), and
(c)(4) (an oath or declaration of the inventor). See
35 U.S.C. 102(e).

35 US.C. 119(a) ~ (d) PRIORITY REQUIREMENTS

The certified copy of the foreign priority application
must be provided to the Office by applicant in a U.S.
national application filed under 35 US.C. 111(a).
Where applicant filed an international application
claiming priority to an earlier filed national application,
the certified copy of the priority application is required
to be provided to the International Bureau by applicant
during the international stage. The International Bu-
reau {WIPQO) then sends a copy of the certified copy of
the priority application to each designated office for in-
clusion in the national stage application. A U.S. national
stage application filed under 35 U.S.C. 371 will have a
photocopy of the priority document with the first page
stamped by the International Bureau to indicate that it is
a priority document received by WIPO and the date of
such receipt. Such a photocopy is acceptable in a U.S¢
national stage application to establish that applicant has
filed a certified copy of the priority document. If the
photocopy is missing from the national stage application
file, either the document has been misplaced or it was
not provided due to a defect in priority during the inter-
national stage. If the priority claim was not in accor-
dance with PCT Rule 4.10 or the priority document was
not provided in accordance with PCT Rule 17, the photo-
copy of the priority document will not have been pro-
vided by the International Bureau.
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UNITY OF INVENTION

U.S. national applications filed under 35 U.S.C.
111(a) are subject to restriction practice in accordance
with 37 CFR 1.141-1.146. See MPEP § 803. U.S. na-
tional stage applications filed under 35 U.S.C. 371 are
subject to unity of invention practice in accordance with
37 CFR 1.475 and 1.499 (effective May 1, 1993).

FILING FEES

U.S. national applications filed under 35 US.C.
111(a} are subject to the national application filing fees
set forth at 37 CFR 1.16. U.S. national stage applications
filed under 35 U.S.C. 371 are subject to the national
stage fees prescribed at 37 CFR 1.492.

REFERENCE TO APPLICATION IN DECLARATION

Applicant’s oath or declaration is required to identify
the specification to which it is directed (37 CFR
1.63(a)(2)). The specification may be identified ina U.S.
national application filed under 35 U.S.C. 111(a) by ref-
erence to an attached specification or by reference to the
application number and filing date of a specification pre-
viously filed in the Office. MPEP § 601.01(a) gives the
minimum requirements for identification of the specifi-
cation. U.S. national stage applications filed under
35 U.S.C. 371 may identify the specification (in the oath
or declaration) in the same manner as applications filed
under 35 U.S.C. 111(a) or may identify the specification
by reference to the application number and filing date of
the international application,

(A A AL X RS2 RN AN A XRNNEREREN-ENEEYYYY-

July 1998



July 1998

MANUALOF PATENT EXAMINING PROCEDURE

1800 — 134

N





