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1400.01 Introduction

A patent may be corrected or amended in four ways,
namely:

(A) byreissue,

(B) by the issuance of a certificate of correction
which becomes a part of the patent,

(C) by disclaimer, and

(D) by reexamination,

The first three ways are discussed in this chapter while
the fourth way (reexamination) is discussed in MPEP
Chapter 2200.

1401 Reissue

35 US.C. 251.  Reissue of defective patents.

Whenever any patent is, thioy gh error without any deceptive
intention, deemed wholly or partly inopefative or invalid, by reason of a
defective specification or drawing, or by reason of the patentee claiming
more or less than he had a right to claim in the patent, the Commissioner
shall, onthe surrender ofsuch patent and the payment of the fee required
by law, reissue the patent for the invention disclosed in the original
patent, and in accordance with a new and amended application, for the
unexpired part of the term of the original patent. No new matter shall be
introduced into the application for reissue.

The Commissioner mayissue several reissued patentsfor distinct and
separate parts of the thing patented, upon demand of the applicant, and
upon payment of the required fee for a reissue for each of such reissued
patents,

The provisions of this titlé relatmg to applications for patent shall be
applicable to applications fof reissue 6f a patent, except that application
for reissue may be made and sworsi 1o by the assignee of the entire
interest if the application does not seek to enlarge the scope of the claims
of the original patent. ‘

Noreissued patent shall bé gr‘a'n'_tcd etilarging the scope of the claims
of the original patent unless appiied for within two years from the grant
of the original patent.

The provisions of 35 U.S.C. 251 pefmit the reissue of a
patent to correct an error in the patent made without any
deceptive intention and provide criteria for the reissue.
37CFR 1.171 through 1.179 are rules directed to reissue.

1402  Grounds for Filing

A reissue application is filed to correct an error in the
patent which was made without any deceptive intention,
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1403 MANUAL OF PATENT EXAMINING PROCEDURE

where, as a result of the error, the patent is deemed whol-
ly or partly inoperative or invalid. An error in the patent
arises out of an error in conduct which was made in the
preparation and/or prosecution of the application which
became the patent. ‘

There must be at least one error in the patent to pro-
vide grounds for reissue of the patent. If there is no error
in the patent, the patent will not be reissued. The present
section provides a discussion of what may be considered
an error in the patent upon which to base a reissue ap-
plication.

In accordance with 35 U.S.C. 251, the error upon
which a reissue is based must be one which causes the
patent to be “deemed wholly or partly inoperative or in-
valid, by reason of a defective specification or drawing,
or by reason of the patentee claiming more or less than
he had a right to claim in the patent.” Thus, an error un-
der 35 U.S.C. 251 has not been presented where the
correction to the patent is one of spelling, or grammar, or
a typographical, editorial or clerical error which does not
cause the patent to be deemed wholly or partly inppera-
tive or invalid for the reasons specified in 35 U.S.C. 251.
These corrections to a patent do not provide a basis for
reissue (although these corrections may also be included
in a reissue application, where a 35 U.S.C. 251 error is
already present).

The most common bases for filing a reissue applica-
tion are:

(A) the claims are too narrow or too broad;

(B) the disclosure contains inaccuracies;

(C) applicant failed to or incorrectly claimed
foreign priority; and

(D) applicant failed to make reference to or
incorrectly made reference to prior copending applica-
tions.

An attorney’s failure to appreciate the full scope of
the invention was held to be an error correctable through
reissue in In re Wilder, 736 F2d 1516, 222 USPQ 369
(Fed. Cir. 1984). The correction of misjoinder of inven-
tors in divisional reissues has been held to be a ground
for reissue. See Ex parte Scudder, 169 USPQ 814 (Bd.
App. 1971).The Board of Appeals held in Ex parte Scud-
der, 169 USPQ at 815, that 35 U.S.C. 251 authorizes reis-
sue application to correct misjoinder of inventors where
35 U.S.C. 256 is inadequate.
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Reissue may no longer be necessary under the facts in
Ex parte Scudder, supra, in view of 35 1.8.C. 116 which
provides, inter alia, that:

“Inventors may apply for a patent jointly even
though ... (3) each did not make a contribution to
the subject matter of every claim in the patent.”

See also 37 CFR 1.45(b)(3}.

If the only change being made in the patent is correc-
tion of the inventorship, this can be accomplished by fil-
ing a request for a certiticate of correction under the pro-
visions of 35 U.S.C. 256 and 37 CFR 1.324. See MPEP
§ 1412.04 and § 1481. A Certificate of Correction will be
issued if all parties are in agreement and the inventor-
ship issue is not contested.

A reissue was granted in Brenner v. State of Israel, 400
F2d 789, 158 USPQ 584 (D.C. Cir. 1968), where the only
ground urged was failure to file a certified copy of the
original foreign application to obtain the right of foreign
priority under 35 US.C. 119 before the patent was
granted.

Correction of failure to adequately claim priority in an
earlier filed copending U.S. Patent application was held
a proper ground for reissue. Sampson v. Comm’r Pat.,
195 USPQ 136, 137 (D.D.C. 1976). Reissue applicant’s
failure to timely file a divisional application is not con-
sidered to be error causing a patent granted on elected
claims to be partially inoperative by reason of claiming
less than the applicant had a right to claim. Thus, such
applicant’s error is not correctable by reissue of the origi-
nal patent under 35 U.S.C. 251. I re Orita, 550 E2d 1277,
1280, 193 USPQ 145, 148 (CCPA 1977). See also Inre
Watkinson, 900 F2d 230, 14 USPQ2d 1407 (Fed. Cir.
1990); In re Mead, 581 F2d 257, 198 USPQ 412 (CCPA
1978). '

1403

When a reissue application is filed within 2 years from
the date of the original patent, a rejection on the grounds
of lack of diligence or delay in filing the reissue should
not normally be made. Ex parte Lafferty, 190 USPQ 202
(Bd. App. 1975); but see Rohm & Haas Co. v. Roberts
Chemical Inc., 142 F. Supp. 499, 110 USPQ 93 (S.W. Va.
1956), rev’d on other grounds, 245 F2d 693, 113 USPQ
423 (4th Cir. 1957).

The fourth paragraph of 35 U.S.C. 251 states:

Diligence in Filing

“No reissued patent shall be granted enlarging
the scope of the claims of the original patent
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unless applied for within two years from the grant
of the original patent.”

Where any broadening reissue application is filed
within two years from the date of the original patent, 35
U.S.C. 251 presumes diligence, and the examiner should
not inquire why applicant failed to file the reissue ap-
plication earlier within the two year period.

See MPEP § 1412.03 for broadening reissue practice.
See also Inre Graff, 111 E3rd 874, 42 USPQ2d 1471 (Fed.
Cir. 1997); In re Bennett, 766 F2d 524, 528, 226 USPQ
413, 416 (Fed. Cir. 1985); In re Fotland, 779 F2d 31, 228
USPQ 193 (Fed. Cir. 1985).

A reissue filed on the 2—year anniversary date is con-
sidered as filed within 2 years. Sec Switzer v. Sockman,
333 F2d 935, 142 USPQ 226 (CCPA 1964) (a similar rule
in interferences). -

A reissue application can be granted a filing date with-
out an oath or declaration, or without the filing fee being
present. See 37 CFR 1.53(f). Applicant will be given a pe-
riod of time to provide the missing parts and to pay the
surcharge under 37 CFR 1.16(e). See MPEP § 1410.01.

1464  Submission of Papers Where Reissue
Patent Is in Litigation

Applicants and protestors {see MPEP § 1901.03) sub-
mitting papers for entry in reissue applications of pat-
- ents involved in litigation are requested to mark the out-
side envelope and the top right—hand portion of the pa-
pers with the words “REISSUE LITIGATION” and with
the group art unit or other area of the Patent and Trade-
mark Office in which the reissue application is located,
e.g., Assistant Commissioner for Patents, Board of Pat-
ent Appeals and Interferences, Examining Group, Of-
fice of Patent Publication, etc. Protestor’s participation,
including the submission of papers, is limited in accor-
dance with 37 CFR 1.291(c). Any “Reissue Litigation”
papers mailed to the Office should be so marked and
mailed to Box 7, Assistant Commissioner for Patents,
Washington, D.C. 20231. The markings preferably
should be written in a bright color with a felt point mark-

14003

er. Papers marked “REISSUE LITIGATION” will. be
given special attention and expedited handling. See
MPEP § 1442,01 through § 1442.04 for examination of
litigation related reissue applications.

1410 Content of Reissue Application

37 CFR L171.  Application for reissue.

An application for reissue must contain the same parts required for
anapplication for an original patent, complying with ali the rulesrelating
thereto except as otherwise provided, and in addition, must compiy with
the requirements of the rules relating to reissue applications.

The specification (including the claims and any draw-
ings) of the reissue application is the copy of the patent
for which reissue is requested that is submitted by appli-
cant as part of the initial application papers. In addition,
an applicant for reissue is required to file a reissue oath
or declaration which, in addition to complying with
37 CFR 1.63, must comply with 37 CFR 1.175. Where the
patent is assigned, the reissue applicant must also pro-
vide a consent of assignee to the reissue and evidence of
ownership. In addition, the reissue applicant should file
an offer to surrender the original patent; however, this is
not a requirement for filing of the reissue. It is only nec-
essary that the patent be surrendered before the applica-
tion is allowed. Where appropriate, the reissue applicant
may provide a claim for priority under 35 U.S.C. 119 or
120, and may also file an Information Disclosure State-
ment. The initial contents of a reissue application are
discussed in detail in MPEP § 1410.01 through § 1418,

The oath or declaration, any matters ancillary thereto
(such as the consent of assignee), and the filing fee may
be submitted after the filing date pursuant to 37 CFR
1.53(f).

The requirement for the assignee to consent to filing a
reissue no longer includes a requirement for applicant to
order a title report with the filing of the reissue applica-
tion. Rather, the assignee entity is established by a state-
ment on behalf of all the assignees under 37 CFR
1.172(a) and 37 CFR 3.73(b). See MPEP § 1410.01.

Form PTO/SB/50, Reissue Patent Application Trans-
mittal, may be used for filing reissue applications.

July 1998



1410

Ploase type a plus gign (+) Inside this box —¥ D

MANUAL OF PATENT EXAMINING PROCEDURE

PTO/SBISO (4/98)
Approved for use through 09/30/2000. OMB 0651.0033
Palent and Trademark Office; 1.5, DEPARTMENT OF COMMERCE

REISSUE PATENT APPLICATION TRANSMITTAL

Address to:
Assistant Commissioner for Patents
Box Patent Application
Washington, DC 20231

H Attomey Docket No.

) £
Under the Paperwork Reducilon Act of 1985, no persone ava required to respand to ‘collection of Information unfses B displays a vaiid OMB control numbar.

First Namad Inventor

Qrginal Patant Mumber

Original Pslent Issue Date
{MonthDay/Yesr)

Express Mail Labal Mo.

APPLICATION FOR REISSUE OF:
{chock applicable box)

l:] Utility Patent E] Design Patent D Plant Patent

APPLICATION EL EMENTS

ACCONMPANYING APPLICATION PARTS

* Fee Transmittal Form (PTO/S8/56)
. (Submi an criginal, and a duplicate for fee prosossing)

2. D Specification and Claims (amanded, If appropHate}

1

3. [__—_I Drawing(s) (proposaed amendments, If approprigia)

4 Relssue Oath / Declaration {odginal or copy)
' (37 C.F.R. § 1.175PTO/SB/51 o 52)

8, Qrginal U.8. Patent
D Offar to Surrender Original Patent (37 C.A.R. § 1.178)

(PTO/SB/53 or PTO/SBI54)
or
[] ribboned onginal Patent Grant
D Affidavit / Declaration of Loss (PTO/SB/55)

6. Original U.S. Patent currently assigned?
Yes d No

(If Yas, check appiicalile box{es))
[::I \Atitten Consent of all Assigneas (PTO/SB/53 or §4)

[:] 37 C.F.R. § 3.73(b) Statement D iﬁfgﬁ

7 Foralgn Priority Claim (35 U.5.C. 119)
' (7 applicable)

8 D Information Disclosure Coples of IDS
: Statement (IDS)/PTO-1442 Citations

English Translation of Relssue Oath/Declaration

o]

{if applicabls)

* Stnall Entlty Statement filed in prior application
10. Statemeni(s) ’

PTO/SBIS-12) Status still proper and desired

11. D Praliminary Amendment
iz [:j Retum Recelpt Posteard (MPEP 503) -
: (Should be spacifically llamizad)

13.':] Other:

{1 customer Mumber or Bar Codo Labal

MName
Addrass
cty | staw | zpcose
Countty I Tejaphons I Fax
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1410.01 Reissue Applicant, Oath or
Declaration, and Consent of
All Assignees

37 CFR 1.172.  Applicants, assignees.

(a) Areissue oathmust be signed and sworn to or declaration made
by the inventor or inventors except as otherwise provided (see §§ 1.42,
1.43, 1.47), and must be accompanied by the written consent of all
assignees, if any, owning an undivided interest in the patent, but areissue
oath may be made and sworn to or declaration made by the assignee of
the entire interest if the application does not seek to enlarge the scope of
the claims of the original patent. All assignees consenting to the reissue
must establish their ownership interest in the patent by filing in the
reissue application a submission in accordance with the provisions of
§ 3.73(b) of this chapter.

(b) A reissue will be granted to the original patentee, his legal
representative or assigns as the interest may appear.

37 CFR 3.73.  Establishing right of assignee to take action.

Ak ok ok

(b) When an assignee seeks to take action in a matter before the
Office with respect to a patent application, trademark application,
patent, registration, or reexamination proceeding, the assignee must
establish its ownership of the property to the satisfaction of the
Commissioner. Ownership is established by subaitting to the Office, in
the Office file related to the matter in which action is sought to be taken,
documentary evidence of a chain of title from the original owner to the
assignee (e.g., copy of an executed assignment submitted for recording)
or by specifying (e.g., reel and frame number) where such evidence is
recorded in the Office. The submission establishing ownership must be
signed by a party authorized to act on behalf of the assignee. Documents
submitted to establish ownership may be required to be recorded as a
condition to permitting the assignee to take action in a matter pending
before the Office. -

The reissue oath must be signed and sworn to by ali the
inventors, or declaration made by all the inventors, ex-
cept as otherwise provided in 37 CFR 1.42, 1.43, and 1.47
(see MPEP § 409), Where the reissue application does
not seek to enlarge the scope of any of the claims of the
original patent, the reissue oath may be made and sworn
to or declaration made by the assignee of the entire in-
terest. Depending on the circumstances, either Form
PTO/SB/51 Reissue Application Declaration by the In-
ventor, or Form PTO/SB/52 Reissue Application by the
Assignee, may be used to prepare a declaration in a reis-
sue application.

CONSENT TO THE REISSUE
Where no assignee exists, applicant should affirma-

tively state that fact. If the file record is silent as to the
existence of an assignee, it will be presumed that an as-
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signee does exist. This presumption should be set forth by
the examiner in the first Office action alerting applicant
to the requirement. It should be noted that the mere fil-
ing of a small entity statement in no way relieves appli-
cant of the requirement to affirmatively state that no as-
signee exists,

Where a small entity statement indicates that the ap-
plication/patent is assigned, and there is no consent by
the assignee named in the small entity statement, the ex-
aminer should make inquiry into the matter in an Office
action, even if the record otherwise indicates that the ap-
plication/patent is not assigned.,

The reissue oath or declaration must be accompanied
by the written consent of all assignees. 35 U.S.C, 111(a)
and 37 CFR 1.53(b) provide, however, for according an
application a filing date if filed with a specification, in-
cluding claim(s), and any required drawings. Thus,
where an application is filed without an oath or declara-
tion, or without the consent of all assignees, if the ap-
plication otherwise complies with 37 CFR 1.53(b) and
the reissue rules, the Office of Initial Patent Examina-
tion (OIPE) will accord a filing date and send out a no-
tice of missing parts setting a period of time for filing the
missing part and for payment of any surcharge required
under 37 CFR 1.53(f) and 1.16(e). If the reissue oath or
declaration is filed but the assignee consent is lacking,
the surcharge is required because, until the consent is
filed, the reissue oath or declaration is defective, since it
is not apparent that the signatures thereon are proper
absent an indication the assignees have consented to the
filing.

The consent of assignee must be signed by a party au-
thorized to act on behalf of the assignee. See MPEP
§ 324 for a discussion of parties authorized to act on be-
half of the assignee. The consent to the reissue applica-
tion may use language such as:

The XYZ Corporation, assignee of U.S. Patent No.
9,999,999, consentstothefiling of reissue application No.
09/999,999 (or the present application, if filed with the
initial application papers) for the reissue of U.S. Patent
Ne. 9,999,999,

Lilly M. Schor
Vice President,
XYZ Corporation
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Where the written consent of all the assignees to the
filing of the reissue application cannot be obtained, ap-
plicant may under appropriate circumstances petition to
the Office of Petitions (MPEP § 1002.02(b)) for a waiver
under 37 CFR 1.183 of the requirement of 37 CFR 1.172,
to permit the acceptance of the filing of the reissue ap-
plication. The petition fee under 37 CFR 1.17(h) must
be included with the petition,

The reissue application can then be examined, but will
not be allowed or issued without the consent of all the as-
signees as required by 37 CFR 1.172. See N. B. Fassett,
1877 C.D. 32, 11 O.G. 420 (Comny’r Pat. 1877); James D.
Wright, 1876 C.D. 217, 10 O.G. 587 (Comm’r Pat. 1876).

Form Paragraph 14.15 may be used to indicate that the

consent of the assignee is lacking.

9 14.15 Consent of Assignee to Reissue Lacking

This application is objected to under 37 CFR 1.172(a) as lacking the
written consent of all assignees owning an undivided interest in the
patent, The consent of the assignee must be in compliance with 37 CFR
1.172. See MPEP § 1410.01.

Aproperassent of the assignee in compliance with 37 CFR1.172and
3.73 is required in reply to this Office action.

Examiner Note:

1, Thisform paragraph may be used in an Office actionwhich rejects
any of the claims on other grounds.

2. Ifotherwise readyfor aliowance, this form paragraph should be fol-
lowed by form paragraph 7.51 (insert the phrase ——See above—~— in
Bbracket 1 of form paragraph 7.51).

PROOF OF OWNERSHIP OF ASSIGNEE

The assignee that consents to the filing of the reissue
application (as discussed above) must also establish that
it is the assignee, Le., the owner, of the patent. See 37
CFR 1.172. Accordingly, a 37 CFR 3.73(b) paper establish-
ingthe ownership of the assignee should be submitted at the
time of filing the reissue application, in order to support the
consent of the assignee. The assignee must establish its
ownership in accordance with 37 CFR 3.73(b) by:

(A) filing in the reissue application documentary
evidence of a chain of title from the original owner to the
assignee; or

(B) specifying in the record of the reissue applica-
tion where such evidence is recorded in the Office (e.g.,
reel and frame number, etc.).

Documents that are submitted to establish ownership
may be required to be recorded. Compliance with 37
CFR 3.73(b) may be provided as part of the same paper
in which the consent by assignee is provided.
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Upon initial receipt of a reissue application, the ex-
aminer should inspect the application to determine
whether the submission under 37 CFR 1.172 and 37 CFR
3.73(b) establishing the ownership of the assignee is
present and sufficient. If the submission is not present,
form paragraph 14.16 may be used to indicate that the as-
signee has not provided evidence of ownership.

4 14.16 Failure of Assignee To Establish Ownership

This application is objected tounder 37 CFR 1.172(a) as the assignee
has niot established its ownership interest in the patent for which reissue
is being requested. An assignee must establish its ownership interest in
order to support the consent Yo a reissue application required by 37 CFR
1.172(a). Fhe assignee’s ownership interest is established by:

(a)filing in the reissue application evidence ofachainoftitle fromthe
original owner to the assignee, or

(b) specifying in the record of the reissue application where such
evidence is recorded in the Office (e.g., reel and frame number, etc.).

The submission with respect to (a) and (b} to establish ownership
must be signed by aparty authorized to act on behalf of the assignee. See
MPEP § 1410.01.

An appropriate paper satisfying the requirements of 37 CFR 373
must be submitted in reply to this Office action.

Examiner Note:

1. Thisform paragraph may be used in an Office action which rejects
any of the claims on other grounds.

2." TIfotherwisereadyforalfowance, thisformparagraphshouldbefol-
towed by form paragtaph 7.51 (insert the phrase ——See above- in
bracket 1 of form paragraph 7.51).

Just as the consent of assignee must be signed by a
party authorized to act on behalf of the assignee, the sub-
mission with respect to 37 CFR 3.73(b) to establish own-
ership must be signed by a party authorized to act on be-
half of the assignee. The signature of an attorney or
agent registered to practice before the Office is not suffi-
cient, unless that attorney or agent is authorized to act on
behalf of the assignee.

If the submission under 37 CFR 3.73(b) to establish
ownership is not signed by a party authorized to act on
behalf of the assignee, the appropriate paragraphs of
Form Paragraphs 14.16.01 through 14.16.06 may be used.

@ 14.16.01 Establishment of Ownership Not Signed by Appropri-
ate Party

This application isobjected tounder 37 CFR 1.172(a) asthe assignee
has not established its ownership interest in the patent for which reissue
is being requested. An assignee must establish its ownership interestin
order to support the consent 1o a reissue application required by 37 CFR
1.172(a). The submission establishing the ownership interest of the
assignee is informal. There is no indication of record that the party who
signed the submission is an appropriate party to sign on behalf of the
assignee. 37 CFR 3.73(b)

A proper submission establishing ownership interest in the patent,
pursuant to 37 CFR 1,172(a), is required int responsc to this action,
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Examiner Note:

1. This form paragraph should be followed: (a) by onc of form para-
graphs 14.16.02 through 14.16.04, (b) then by form paragraph 14.16.05,
(c) then optionally by form paragraph 14.16.06.

2. See MPEP § 1410.01.

Y 14.16.02 Failure To State Capacity To Sign

The person who signed the submission establishing ownership
interest has failed to state his/her capacity to sign for the corporation or
other business entity, and he/she has not been established as being
authorized to act on behalf of the assignee. See MPEP § 324,

Examiner Note:

1. This form paragraph is to be used when the person signing the sub-
mission establishing ownership interest does not state his/her capacity
{e.g., as a recognized officer) to sign for the assignee, and is not estab-
lished as being authorized to act on behalf of the assignee.

2. Useform paragraph 14.16.06 to explain how an official, other than
a recognized officer, may properly execute a submission establishing
ownership interest.

§ 14.16.03 Lack of Capacity To Sign

The person who signed the submission establishing ownership
interest isnot recognized asan officer of the assignee, and he/she hasnot
been establishedasbeing authorized to act on behalf of the assignee. See
MPEP § 324, '
2. Useform paragraph 14.16.06 to explain how an official, other than
a recognized officer, may properly execute a submission establishing
ownership interest.

9 14.16.04 Attorneyldgent of Record Signs

‘The submission establishing ownership interest was signed by
applicant’s [1]. An attorney or agent of record is not authorized tosigna
submission establishing ownership interest, unless hefshe has been
established as being authorized to act on behalf of the assignee, See
MPEP § 324. '

Examiner Note:

1. Thisform paragraphis o be used when the person signing the sub-
mission establishing ownership interest isan attorney or agent of record
who is not an authorized officer as defined in MPEFP § 324 and has not
been established as being authorized to act on behalf of the assignee.
2. Useform paragraph 14.16.06 to explain how an official, other than
a recognized officer, may properly execute a submission establishing
ownership interest.

3. Inbracket 1, insert either — —attorney—— or — —agent—--,

1 14.16.06 Criteria To Accept When Signed by a Non—Recog-
nized Officer

Itwould be acceptable for a persen, other than a recognizedofficer, to
execute a submission establishing ownership interest, provided the
record for the application includes a statement that the person is
empowered o sign a submission establishing ownership interest and/or
act on behalf of the organization.

Accordingly, anew submission establishing ownership interest which
includes such a statement above, will be considered to be executed byan
appropriate official of the assignee. A separately filed paper referencing
the previously filed submission establishing ownership interest and
containing a proper empowerment statement would also be acceptable,

Examiner Note:

1. This form paragraph MUST be preceded by form paragraphs
14.16.02, 14.16.03 or 14.16.04.

2. When one of form paragraphs 14.16,02, 14,16.03 or 14.16.04 is
used to indicate that a submission establishing ownership interest is not
proper because it was not signed by a recognized officer, this form para-
graph should be used to point out gne way to correct the problem,
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3. While an indication of the person’s title is desirable, its inclusion
is not mandatory when this option is employed.

Where the submission establishes the assignee’s own-
ership as to the patent, ownership as to the reissue ap-
plication will be presumed. Accordingly, a submission as
to the ownership of the patent will be construed to satisfy
the 37 CFR 1.172 (and 37 CFR 3.73(b)) requirements for
establishing ownership of the application. Thus, a termi-
nal disclaimer can be filed in a reissue application where
ownership of the patent has been established without the
need for a separate submission under 37 CFR 3.73(b)
showing ownership of the reissue application.

Even if the submission states that it is establishing
ownership of the reissue application {rather than the
patent), the submission should be accepted by the ex-
aminer as also establishing ownership in the patent. The
documentation in the submission establishing ownership
of the reissue application must of necessity include chain
of title as to the patent.

COMPARISON OF ASSIGNEE THAT CONSENTS TO
ASSIGNEE SET FORTH IN SUBMISSION ESTAB-
LISHING OWNERSHIP INTEREST

The examiner must inspect both the consent and doc-
umentary evidence of ownership to determine whether
the requirements of 37 CFR 1.172 have been met. The
assignee indicated by the documentary evidence must be
the same assignee which signed the consent. Also, the
person who signs the consent for the assignee and the
person who signs the submission of evidence of owner-
ship for the assignee must both be persons having au-
thority to do so. See also MPEP § 324.

The reissue patent will be granted to the original pat-
entee, his or her legal representatives or assigns as the in-
terest may appear.

1411 Form of Specification

37 CFR 1.173.  Specification.

The specification of the reissue application must include the entire
specification and claims of the patent, with the matter to be omitted by
reissue enclosed in square brackets; and any additions made by the
reissue mustbe underlined, so that theold and the new specifications and
claims may be readily compared. Claims should not be renumbered and
the numbering of claims added by reissue should follow the number of
the highest numbered patent claim. No new matter shall be introduced
into the specification,

The file wrappers of all reissue applications are
stamped “REISSUE” above the application number on
the front of the file. “Reissue” also appears below the ap-
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1412.01

plication number on the printed label on the file wrapper
of application with 08/ and earliest series.

Cut—up soft copies of the original patent, with only a
single column of the printed patent securely mounted on
a separate sheet of paper, should be used in preparing
the reissue specification and claims to be filed. It should
be noted, however, that amendments to the reissue ap-
plication should not be prepared in this way. After filing,
the specification and claims in the reissue application
must be amended in the manner set forth by 37 CFR
1.121(b} and MPEP § 1453. However, insertions or dele-
tions to the patent specification or claims filed as part of
the original reissue specification and claims should be
underlined or bracketed, respectively, as indicated in 37
CFR 1.173. The presentation of the insertions or
deletions as part of the original reissue specification or
claims is not an amendment under 37 CFR 1121,

Examples of the form for a twice—reissued patent are
found in Re. 23,558 and Re. 28,488. Double underlining
and double bracketing are used in the second reissue ap-
plication, while beld faced type and double bracketing
appear in the printed patent (second reissue patent) to
indicate further insertions and deletions, respectively, in
the second reissue patent.

Entire words or chemical formulas must be shown as
being changed. Change in oaly a part of a word or formu-
la is not permitted. Deletion of a chemical formula
should be shown by brackets which are substantially larg-
er and darker than any in the formula.

Where a chart, table, or chemical formula spans two
columns of the patent, it should not be split. Rather, the
chart, table, or formula should be provided in its entirety
as part of the column of the patent to which it pertains, in
order to provide a continuity of the description. When
doing so, the chart, table, or chemical formula will extend
beyond the width of the column.

1411.61 Certificate of Correction or
Disclaimer in Original Patent

The applicant should include any changes, additions,
or deletions that were made by a Certificate of Correc-
tion to the original patent grant in the reissue application
without underlining or bracketing. The examiner should
also make certain that all Certificate of Correction
changes in the patent have been properly incorporated
into the reissue application.
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Certificate of Correction changes and disclaimer of
claim(s) under 37 CFR 1.321(a} should be made without
using underlining or brackets. Since these are part of the
original patent and were made before the reissue was
filed, they should show up in the printed reissue docu-
ment as part of the original patent, i.e., not in italics or
bracketed. If the changes are extensive and/or applicant
has submitted them improperly with underlining and
brackets, a clean copy of the specification with the Cez-
tificate of Correction changes in it may be requested by
the examiner, '

1411.02 New Matier

New matter, that is, matter not present in the patent
sought to be reissued, is excluded from a reissue applica-
tion in accordance with 35 U.S.C. 251,

The claims in the reissue application must be for sub-
ject matter which the applicant had the right to claim in
the original patent. Any change in the patent made via
the reissue application should be checked to ensure that
it does not introduce new matter. Note that new matter
may exist by virtue of the omission of a feature or of a
step in a method. See United States Industrial Chemicals,
Inc. v. Carbide & Carbon Chemicals Corp., 315 U.S. 668,
53 USPQ 6 (1942).

Form paragraph 14.22.01 may be used where new mat-
ter has been added anywhere in “the application for reis-
sue” as prohibited by 35 U.S.C. 251.

4 14.22.01 Rejection, 35 U.S.C. 251, New Mutter

Claim [1} rejected under 35 U.8.C, 231 as being based upon new
matter added to the patent for which reissue is sought. The added
material which is not supported by the prior patent is as follows: [2]

Examiner Note:

1.In bracket 2, fill in the applicable page and line numbers and
provide an explanation of your position, as appropriate.

2. A rejection under 35 U.8.C. 112, first paragraph, should also be
made if the new matter is added to the claims or is added to the
specification and affects the claims, If new matter is added to the
specification and does not affect the claims, an objection should be made
based upon 35 U.S.C, 132 using form paragraph 7.28.

1412 Content of Cla__ims

The content of claims in a reissue application is some-
what limited as indicated in MPEP § 1412.01 through
MPEP § 1412.03. '
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1412.01 Reissue Claims Must Be for Same
General Invention

The reissue claims must be for the same invention as
that disclosed as being the invention in the original pat-
ent, as required by 35 U.S.C. 251. This does not mean
that the invention claimed in the reissue must have been
claimed in the original patent, although this is evidence
that applicants considered it their invention. The entire
disclosure, not just the claim(s), is considered in deter-
mining what the patentee objectively intended as his or
her invention, The proper test as to whether reissue
claims are for the same invention as that disclosed as be-
ing the invention in the original patent is “an essentially
factual inquiry confined to the objective intent
manifested by the original patent.” I re Amos, 953 E2d
613, 618, 21 USPQ2d 1271, 1274 (Fed. Cir, 1991) {quot-
ing In re Rowand, 526 F2d 558, 560, 187 USPQ 487, 489
(CCPA. 1975)) (emphasis added). See also In re Mead,
581 E2d 257, 198 USPQ 412 (CCPA 1978). The “original
patent” requirement of 35 U.5.C. 251 must be under-
stood in light of In re Amos, supra, where the Court of
Appeals for the Federal Circuit stated:

We conclude that, under both Mead and Rowand,
a claim submitted in reissue may be rejected un-
der the “original patent” clause if the original
specification demonstrates, to one skilled in the
art, an absence of disclosure sufficient to indicate
that a patentee could have claimed the subject
matter. Merely finding that the subject matter was
“not originally claimed, not an object of the origi-
nal patent, and not depicted in the drawing,” does
not answer the essential inquiry under the “origi-
nal patent” clause of § 251, which is whether one
skilled in the art, reading the specification, would
identify the subject matter of the new claims as in-
vented and disclosed by the patentees. In short,
the absence of an “intent,” even if objectively evi-
dent from the earlier claims, the drawings, or the
original objects of the invention is simply not
enough to establish that the new claims are not
drawn to the invention disclosed in the original
patent.

953 F2d at 61819, 21 USPQ2d at 1275. Claims present-
ed in a reissue application are considered to satisfy the
requirement of 35 U.S.C. 251 that the claims be “for the
invention disclosed in the original patent” where:
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{A) the claims presented in the reissue applica-
tion are described in the original patent specification
and enabled by the original patent specification such
that 35 U.S.C. 112 first paragraph is satisfied; and

(B) nothing in the original patent specification
indicates an intent not to claim the subject matter of the
claims presented in the reissue application.

Some disclosure (description and enablement) in the
original patent should evidence that applicant intended
to claim or that applicant considered the material now
claimed to be his or her invention. ‘

The original patent specification would indicate an in-
tent not to claim the subject matter of the claims present-
ed in the reissue application in a situation analogous to
the following: _

The original patent specification discloses that com-
position X is not suitable (or not satisfactory) for mold-
ing an item because composition X fails to provide quick
drying. After the patent issues, it is found that composi-
tion X would be desirable for the molding in spite of the
failure to provide quick drying, because of some other
newly recognized benefit from composition X, A claim to
composition X or a method of use thereof would not be
permitted in a reissue application, because the original
patent specification contained an explicit statement of
intent #iot to claim composition X or a method of use
thereof.

In most instances, however, the mere failure to claima
disclosed embodiment in the original patent (absent an
explicit statement in the original patent specification of
unsuitability of the embodiment) would not be grounds
for prohibiting a claim to that embodiment in the reis-
sue.

1412.02 Recapture of Canceled Subject
Matter

A reissue will not be granted to “recapture” claimed
subject matter deliberately canceled in an application to
obtain a patent. In re Clement, 131 E3d 1464, 45 USPQ2d
1161 (Fed. Cir. 1997); Ball Corp. v. United States, 729 F2d
1429, 1436, 221 USPQ 289, 295 (Fed. Cir. 1989); In re
Wadlinger, 496 F.2d 1200, 181 USPQ 826 (CCPA 1974),
In re Richman, 409 F.2d 269, 276, 161 USPQ 359, 36364
(CCPA. 1969); In re Willingham, 282 F2d 353, 127 USPQ
211 (CCPA 1960). The Federal Circuit stated the follow-
ing principles in Clement:
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(1) if the reissue claim is as broad as or broader
than the canceled or amended claim in afl aspects,
the recapture rule bars the claim; (2) if it is nar-
rower in all aspects, the recapture rule does not
apply, but other rejections are possible; (3) if the
reissue claim is broader in some aspects, but nar-
rower in others, then: (a) if the reissue claim is as
broad as or broader in an aspect germane to &
prior art rejection, but narrower in another aspect
completely unrelated to the rejection, the recap-
ture rule bars the claim; (b) if the reissue claim is
narrower in an aspect germane to a prior art rejec-
tion, and broader in an aspect unrelated to the re-
jection, the recapture rule does not bar the claim,
but other rejections are possible,

131 F3d at 146970, 45 USPQ2d at 1165. See MPEP
§ 1412.03 as to broadening claims.

Impermissible recapture occurs in a reissue where the
claims in the reissue are of the same scope as, or are
broader in scope than, claims deliberately canceled in an
application to obtain a pateni. Where such claims also
include some narrowing limitation not present in the
claims deliberately canceled in the application, the ex-
aminer must determine whether that narrowing limita-
tion has a material aspect to it. If the narrowing limita-
tion has a material aspect to it, then there is no recap-
ture. However, if the narrowing limitation is incidental,
mere verbiage, or would be inherent even if not recited
(in view of the specification), then the claims should be
rejected under 35 U.S.C. 251 using form paragraph
14.17.

9 14.17 Rejection, 35 U.S.C. 251, Recapiure

Claim {1} rejected under 35 U.S.C. 251 as being an improper
recapture of claimed subject matter deliberately canceled in the
application for the patent apon which the present reissue is based. As
stated in Ball Corp. v. United States, 221 USPQ 289, 295 (Fed. Cir. 1984):

“The recapture rule bars the patentee from acquiring, through
reissue, claims that are of the same or broader scope than those
claims that were canceled from the original application.”

[21

Examiner Note:
In bracket 2, the examiner should explain the specifics of why
recapture exists. See MPEP § 1412.02

A patentee may file a reissue application to permit
consideration of process claims which qualify for 35
U.S.C. 103(b) treatment if a patent is granted on an ap-
plication entitled to the benefit of 35 U.S.C. 103(b),
without an election having been made as a result of error

without deceptive intent. See MPEP § 706.02(n). This is
not to be considered a recapture. The addition of process
claims, however, will generally be considered to be a
broadening of the invention (Ex FParte Wikdahi, 10
USPQ2d 1546 (Bd. Pat. App. & Inter. 1989)), and such
addition must be applied for within two years of the grant
of the original patent. See also MPEP § 1412.03 as to
broadened claims. :

A patentee may file a reissue application to permit
consideration of article of manufacture claims which are
functional descriptive material stored on a computer—
readable medium, where these article claims correspond
to the process or machine claims which have been pat-
ented. The error in not presenting claims to this statuto-
1y category of invention (the “article” claims) or in can-
celing claims directed to this statutory category of inven-
tion must have been made as a result of error without de-
ceptive intent. The addition of these “article” claims will
generally be considered to be a broadening of the inven-
tion (Ex Parte Wikdahl, 10 USPQ2d 1546 (Bd. Pat. App.
& Inter. 1989)), and such addition must be applied for
within two years of the grant of the original patent. See
also MPEP § 1412.03 as to broadened claims.

1412.03 Broadening Reissue Claims

35 U.8.C. 251 prescribes a 2—year limit for filing ap-
plications for broadening reissnes:

Noreissue patent shall be granted entarging the scope of
the original patent uniess applied for within two years
from the grant of the original patent,

MEANENG OF “BROADENED REISSUE CLAIM”

A broadened reissue claim is a chaim which enlarges
the scope of the claims of the patent, i.e., a claim which is
greater in scope than each and every claim of the patent.
A claim of a reissue application enlarges the scope of the
claims of the patent if it is broader in af least one respect,
even though it may be narrower in other respects,

A claim in the reissue which includes subject matter
not covered by the patent claims enlarges the scope of
the patent claims. For example, if any amended or newly
added claim in the reissue contains within its scope any
conceivable apparatus or process which would not have
infringed the patent, then that reissue claim would be
broader than the patent claims. Tillotson, Ltd. v. Walbro
Corp., 831 F2d 1033, 1037 n.2, 4 USPQ2d 1450, 1453 n.2
(Fed. Cir. 1987); In re Ruth, 278 E2d 729, 730, 126 USPQ
155,156 (CCPA 1960}; In re Rogoff, 261 F.2d 601, 603, 120

July 1998 1400—10



CORRECTION OF PATENTS 1413

USPQ 185, 186 (CCPA 1958). A claim which reads on
something which the original claims do not is a broad-
ened claim. A claim would be considered a broadening
claim if the patent owner would be able to sue any party
for direct infringement who previously could not have
been sued for direct infringement.

The addition of process claims as a new category of in-
vention to be claimed in the patent (i.e., where there
were no method claims present in the original patent) is
generally considered as being a broadening of the inven-
tion. See Ex Parte Wikdahi, 10 USPQ2d 1546 (Bd. Pat.
App. & Inter. 1989).

WHEN A BROADENED CLAIM CAN BE PRE-
SENTED

A broadened claim can be presented within two years
from the grant of the original patent in a reissue applica-
tion. In addition, a broadened claim can be presented af
ter two years from the grant in a broadening reissue
which was filed within two years from the grant. Where
any intent to broaden is indicated in the reissue applica-
tion within the two years, a broadened claim can be pre-
sented in the reissue after two years. Finally, if intent to
broaden is indicated in a parent reissue application with-
in the two years, a broadened claim can be presented in a
continuing reissuc application after two years. In any
other situation, a broadened claim cannot be presented,
and the examiner should check carefully for the improp-
er presentation of broadened claims.

A reissue application filed on the 2—year anniversary
date is considered to be filed within 2 years of the patent
grant. See Switzer v. Sockman, 333 F2d 935, 142 USPQ
226 (CCPA 1964) for a similar rule in interferences.

See also the following cases which pertain to broad-
ened reissues:

In re Graff, 111 F3d 874, 877, 42 USPQ2d 1471,
147374 (Fed. Cir. 1997) (Broadened claims in a contin-
uing reissue application were properly rejected under 35
U.S.C, 251 because the proposal for broadened claims
was not made (in the parent reissue application) within
two years from the grant of the original patent and the
public was not notified that broadened claims were being
sought until after the two—year period elapsed.);

In re Fotland, 779 F2d 31, 228 USPQ 193 (Fed. Cir.
1985), cert. denied, 476 U.S. 1183 (1986) (The failure by
an applicant to include ar oath or declaration indicating a
desire to seek broadened claims within two years of the
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patent grant will bar a subsequent attempt to broaden
the claims after the two year limit. Under the former ver-
sion of 37 CFR 1.175 (the former 37 CFR 1.175(a){(4)),
applicant timely sought a “no~—defect” reissue, but the
Court did not permit an attempt made beyond the two
year limit to convert the reissue into a broadening reis-
sue. In this case, applicant did not indicate any intent to
broaden within the two years.);

In re Bennett, 766 F2d 524, 528, 226 USPQ 413, 416
(Fed. Cir. 1985) (en banc) (A reissue application with
broadened claims was filed within two years of the patent
grant; however, the declaration was executed by the as-
signee rather than the inventor. The Federal Circuit per-
mitted correction of the improperly executed declara-
tion to be made more than two years after the patent
grant.);

In re Doll, 419 F2d 925, 928, 164 USPQ 218, 220
(CCPA 1970} (If the reissue application is timely filed
within two years of the original patent grant and the ap-
phicant indicates in the oath or declaration that the
claims will be broadened, then applicant may subse-
quently broaden the claims in the pending reissue pro-
secution even if the additional broadening occurs be-
yond the two year limit.).

Form paragraphs 14.12 and 14.13 may be used in re-
jections based on improper broadened reissue claims.

% 14.12 Rejection, 35 U.S.C. 251, Broadened Claims After Two
Years

Claim [1] rejected under 35 U.S.C. 251 as being broadened in a
reissue application filed outside the two year statutory period. [2]

Examiner Note:
The claim limitations thatbroaden the scope should be identified and
explained in bracket 2. See MPEP §§ 706.03(x) and 1412.03.

9 14.13 Rejection, 35 US.C. 251, Broadened Claims Filed by

Assignee

Claim [1] rejected under 35 US.C. 251 as being improperly
broadened in a reissue application made and sworm to by the assignee
and not the patentee. [2]

Examiner Note:
The claim limitations that broaden the scope should be identified and
explained in bracket 2. Sce MPEP §§ 706.03(x) and 1412.03,

1413 Drawings

37 CFR L174.  Drawings.

(a) The drawings uponwhich the original patent was issued may
beused inreissue applicationsifno changeswhatsoever are tobe made in
the drawings. In such cases, when the reissue application is filed, the
applicant must subrmit a temporary drawing which nray consist of a copy
of the printed drawings of the patent or a photoprint of the original
drawings of the size required for original drawing,
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(b) Amendmentswhich canbe made inareissue drawing, that is,
changes from the drawing of the patent, are restricted.

If transfer of the patent drawings to the reissue ap-
plication is desired, a letter requesting transfer of the
drawings from the patent file should be filed along with
the reissue application. The Reissue Patent Application
Transmittal Form, PTO/SB/50, includes a provision to
request a transfer of the drawings from the original pat-
ent file to the reissue application. The box to be checked
for this request was added to relieve applicanis of having
to file a separate paper requesting transfer of the draw-
ings; however, it does not excuse applicants from having
toinclude a copy of the drawings with the filing of the re-
issue application in order to provide a complete applica-
tion and to obtain a filing date, as required by 37 CFR
1.53 and 1.81. See also MPEP § 601.01.

The drawings of the original patent may be used in lieu
of new drawings, provided that no alteration whatsoever
is made in the original patent drawings. A sheet of origi-
nal drawings cannot be amended and should not be
transferred from the original patent to the reissue when
drawing amendments are expected. _

If an amendment is to be made to drawings in a reissue
application, a sketch in permanent ink showing pro-
posed changes in red, to became part of the record, must
be filed for approval by the examiner and should be in a
separate paper. See 37 CFR 1.121(b)(3). After approval
by the examiner, a new sheet of formal drawings must be
submitted for every sheet to be amended. A reissue ap-
plicant may direct cancellation of an entire sheet of the
original patent drawings and provide a substitute sheet
with changes desired by the applicant. 37 CFR
1.121(b)(3) specifies that amendments to the patent
drawing sheets are not permitted. Any change to any of
the patent drawings must be in the form of a new sheet of
drawings with any amended figure(s) identified as
“amended” and any added figure(s) identified as “new”
for each sheet that has changed and for each added
sheet.

When the reissue application is ready for allowance,
the examining group makes the formal transfer of the
original drawing to the reissue application, notation
thereof being entered on the file wrapper of the patented
file. This transfer should not be carried out prior to al-
lowance, because the reissue application might become
abandoned, and as such, the original drawings must re-
main in place,
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1414 Content of Reissue Oath/Declaration

37 CFR 1.175. Reissue oath or declaration.

(a) Thereissueoathordeclarationin addition tocomplying with
the requirements of § 1.63, must also state that:

(1) The applicant believes the original patent to be wholly or
partly inoperative or invalid by reason of a defective specification or
drawing, or by reason of the patentee claiming more or less than the
patentee had the right to claim in the patent, stating at least one error
being relied upon as the basis for reissue; and

(2) Allerrorsbeingcorrectedin the reissue application up to
the time of filing of the oath or declaration under this paragraph arose
without any deceptive intention on the part of the applicant.

(b)(1) For any error corrected, which is not covered by the cath or
declaration submitted under paragraph (a) of this section, applicant
must submit a supplemental cath or declaration stating that every such
error arose without any deceptive intention on the part of the applicant,
Any supplemettal oath or declaration required by this paragraph must
be submitted before aliowance and may be submitted;

(i} 'With any amendment prior to allowance; or

(iiy Inordertoovercomearejectionunder3s ¥.8.C. 251
made by the examiner where it is indicated that the submission of a
suppiemental oath or declaration as required by this paragraph will
overcome the rejection.

- {2) For any error sought to be corrected after allowance, a
supplemental cath or declaration must accompany the requested
correction stating that the error{(s) to be corrected arose without any
deceptive intention on the part of the applicant.

{c) Havingoncestated an error uponwhich the reissue is based,
as set forth in paragraph (a)(1), unless all errors previously stated in the
oath or declaration are no longer being corrected, a subsequent oath or
declaration under paragraph (b) of this section need not specifically
identify any other error or errors being corrected.

(d) The oath or declaration required by paragraph (a) of this
section may be submitted under the provisions of § 1.53(f).

The reissue oath/declaration is an essential part of a
reissue application and must be filed with the applica-
tion, or within the time period set under 37 CFR 1.53(f)
along with the required surcharge as set forth in 37 CFR
1.16(e) in order to avoid abandonment.

The question of the sufficiency of the reissue oath/
declaration filed under 37 CFR 1.175 must in each case
be reviewed and decided personally by the primary ex-
aminér.

Reissue oaths or declarations must contain the follow-
ing;

(A) A statement that the applicant believes the
original patent to be wholly or partly inoperative or
invalid—

(1) by reason of a defective specification or
drawing, or

(2) by reason of the patentee claiming more or
less than patentee had the right to claim in the patent;
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(B) A statement of at least one error which is
relied upon to support the reissue application, i.e., as the
basis for the reissue;

(C) A statement that all errors which are being
corrected in the reissue application up to the time of
filing of the oath/declaration arose without any decep-
tive intention on the part of the applicant; and

(D) The information required by 37 CFR 1.63.

These elements will now be discussed:

I. A STATEMENT THAT THE APPLICANT BE-
LIEVES THE ORIGINAL PATENT TO BE
WHOLLY OR PARTLY INOPERATIVE OR IN-
VALID BY REASON OF A DEFECTIVE SPEC-
IFICATION OR DRAWING, OR BY REASON OF
THE PATENTEE CLAIMING MORE OR LESS
THAN PATENTEE HAD THE RIGHT TO CLAIM
IN THE PATENT.

In order to satisfy this requirement, a declaration can
state:

“Applicant believes the original patent to be part-
ly inoperative or invalid by reason of a defective
specification or drawing.”

Alternatively, a declaration can state:

“Applicant believes the original patent to be part-
ly inoperative or invalid by reason of the patentee
claiming more or less than patentee had the right
to claim in the patent.”

Where the specification or drawing is defective and
patentee claimed more or less than patentee had the
right to claim in the patent, then both statements should
be included in the reissue cath/declaration. See MPEP
§ 1412.04 for an exemplary declaration statement when
the error being corrected is an error in inventorship,

The above exampies will be sufficient to satisfy this re-
quirement without any further statement.

Form paragraph 14.01 may be used where the reissue
oath/declaration does not provide the required state-
ment as to applicant’s belief that the original patent is
wholly or partly inoperative or invalid.

9 14.01 Defective Reissue OathfDeclaration, 37 CFR
1.175(a)(1) — No Statement of Defect in the Patent

'Fhe reissue oath/declaration filed with this application is defective
because it fails to contain the statement required under 37 CFR
1.175(a)(1) as to applicant’s belief that the original patent is wholly or

1400—-13

partly inoperative or invalid. See 37 CFR 1.175(a)(1) and see MPEP
§ M14. 1)

Esamniner Nete:

1. Usethisform paragraph when applicant: (a) failsto allege that the
original patent isinoperative orinvalid and/or (b) fails tostate the reason
of a defective specification or drawing, or of patentee claiming more or
less than patentee had the right toclaim in the patent. Inbracket 1, point
out the specific defect to applicant by using the language of (a) andfor
(b), as il is appropriate.

2. Form paragraph 14.14 must follow this form paragraph.

II. A STATEMENT OF AT LEAST ONE ERROR
WHICH IS RELIED UPON TO SUPPORT THE
REISSUE APPLICATION (LE., THE BASIS
FOR THE REISSUE).

A reissue applicant must acknowledge the existence
of an error in the specification, drawings, or claims,
which error causes the original patent to be defective. In
re Wilder, 736 F.2d 1516, 222 USPQ 369 (Fed. Cir. 1984).
A change or departure from the original specification or
claims represents an “error” in the original patent under
35 US.C, 251, See MPEP § 1402 for a discussion of
grounds for filing a reissue that may constitute the “er-
ror” required by 35 U,S,C. 251. Not all changes with re-
spect to the patent constitute the “error” required by 35
U.S.C. 251

Applicant need only specify in the reissue oath/decla-
ration one of the errors upon which reissue is based.
Where applicant specifies one such error, this require-
ment of a reissue oath/declaration is satisfied. Applicant
may specify more than one error.

Where more than one error is specified in the oath/
declaration and some of the designated “errors” are
found to not be “errors” under 35 U.S.C. 251, any re-
maining error which is an error under 35 U.S.C. 251 will
still support the reissue.

The “at least one error” which is relied upon to sup-
port the reissue application must be set forth in the oath/
declaration. It is not necessary, however, to point out
how {or when) the error arose or occurred. Further, it is
not necessary to point out how (or when) the error was
discovered. If an applicant chooses to point out these
matters, the statements directed to these matters will not
be reviewed by the examiner, and the applicant should be
so informed in the next Office action. All that is needed
for the oath/declaration statement as to error is the iden-
tification of “at least one error” relied upon.

In identifying the error, it is sufficient that the reissue
oath/declaration identify a single word, phrase, or ex-
pression in the specification or in an original claim, and
how it renders the original patent wholly or partly inop-
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erative or invalid. The corresponding corrective action
which has been taken to correct the original patent need
not be identified in the oath/declaration. If the initial re-
issue oath/declaration “states at least one error” in the
original patent, and, in addition, recites the specific cor-
rective action taken in the reissue application, the oath/
declaration would be considered acceptable, even
though the corrective action statement is not required.

1t is not sufficient for an oath/declaration to merely
state “this application is being filed to correct errors in
the patent which may be noted from the changes made in
the disclosure.” Rather, the oath/declaration must spe-
cifically identify an error, In addition, it is not sufficient
to merely reproduce the claims with brackets and under-
lining and state that such will identify the error, See In re
Constant, 827 F.2d 728, 729, 3 USPQ2d 1479 (Fed. Cir.),
cert. denied, 484 U.S. 894 (1987).

Form paragraph 14.01.01 may be used where the reis-
sue oath/declaration does not identify an error.

§ 14.01.01 Defective Reissue Qath{Declaration, 37 CFR
1L.175(a)(1) -~ No Statement of a Specific Error

The reissue oath/declaration filed with this application is defective

because it fails to identify at least one error which is relied upon to
support the reissue application. See 37 CFR 1.175(a)(1) and MPEFP
§ 1414,

Examiner Note:

1. Use this form paragraph when the reissue oath or declaration does
not contain any statement of an ¢rrorwhich is refied upon to support the
reissue application.

2. Thisform paragraph canbe used where the reissue cath or declara-
tion does not even mention error. It can also can be used where the reis-
sue oath or declaration contains some discussion of the concept of error
but neverin factidentifies aspecificerrortobe reliedupon. Forexample,
itis not sufficient for an oath or declaration to merely state “this applica-
tion isbeing filed to correct errors in the patent which may be noted from
the changes made in the disclosure.”

3. Form paragraph 14.14 must follow this form paragraph.

Where the reissue oath/declaration does identify an
error or errors, the oath/declaration must be checked
carefully to ensure that at least one of the errors identi-
fied is indeed an “error” which will support the filing of a
reissue, i.e., an “error” that will provide grounds for reis-
sue of the patent. See MPEP § 1402. if the error identi-
fied in the oath/declaration is not an appropriate error
upon which a reissue can be based, then the cath/decla-
ration must be indicated to be defective in the examin-
er’s Office action.

Form paragraphs 14.01.02 and 14.01.03 may be used
where the reissue oath/declaration fails to provide at
least one error upon which a reissue can be based.
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1 14.01.02 Defective Reissue Oath/Declaration, 37 CFR
1.175(a)(1)~The Identified “Frror” Is Not Appropriate Error

The reissue oath/dectaration filed with this application is defective
because the error which is relied upon to support the reissue application
isnotan erroruponwhichareissuecanbe based See37CFR 1L 175(a)(1)
and MPEP § 1414,

Examiner Note:

}.  Use thisform paragraph when the reissue oath/declaration identi-
fiesonlyone errorwhichisrelied upon tosupport the reissue application,
and that one etror is not an appropriate error upon which a reissue can
be based, )

2. Form paragraph 14,14 must follow this form paragraph.

9 14.01.03 Defective Reissue OathfDeclaration, 37 CFR
1.175(a)(1) — Multiple Identified “Errors” Not Appropriate Errors

The reissue oath/dectaration filed with this application is defective
because none of the errors which are relied upon to support the reissue

application are errors upen which a reissue can be based. See 37 CFR
1.175(a)(1) and MPEP § 1414. '

Examiner Note:

1. Usethis form paragraph when the reissue oath/dectaration identi-
fies more than one error relied upon to support the reissue apphcat:on
and none of the errors are appropriate errors upon which a reissue can
be based.

2. Note that if the reissue oath/declaration identifies more than one
error relied upon, and at least one of the errors is an error upon which
reissue can be based, this form paragraph should not be used, despite the
additional reliance by applicant on “errors” which do not support the re-
issue. Only one appropriate error is needed to support a reissue,

3. Form paragraph 14.14 must follow this form paragraph.

U A STATEMENT THAT ALL ERRORS WHICH
ARE BEING CORRECTED IN THE REISSUE
APPLICATION UP TO THE TIME OF FILING
OF THE OATH/DECLARATION AROSE WITH-
OUT ANY DECEPTIVE INTENTION ON THE
PARY OF THE APPLICANT.

In order to satisfy this requirement, the following
statement may be included in an oath or declaration:

“All errors which are being corrected in the pres-
ent reissue application up to the time of filing of
this declaration arose without any deceptive .
intention on the part of the applicant.”

Nothing more is required. The examiner will determine
only whether the reissue oath/declaration contains the
required averment; the examiner will not make any com-
ment as to whether it appears that there was in fact de-
ceptive intention {see MPEP § 2022.03).

Form paragraph 14.01.04 may be used where the reis-
sue oath/declaration does not provide the required
statement as to “without any deceptive intention on the
part of the applicant.”

1400—14
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% 14.01.04 Defective Reissue Oath/Declaration, 37 CFR1.175—
Lack of Statement of “"Without Any Deceptive Intention”

The reissue oath/declaration filed with this application is defective
because it fails to contain a statement that all errors which are being
corrected in the reissue application up to the time of filing of the
oath/declaration arose without any deceptive intentionon the part of the
applicant. See 37 CFR 1.175 and MPEP § 1414,

Examiner Note:

1. Use this form paragraph when the reissue oath/declaration does
not contain the statement required by 37 CFR 1,175 that all errors being
corrected in the reissue application arose without any deceptive inten-
tion on the part of the applicant.

2. Thisform paragraph is appropriate to use for a failure by applicant
tocomplywith the requirement, astoany of 37 CFR 1.175(a)(2), 37 CFR
L175(b)(1), or 37 CFR 1.175(b}{2).

3.  Paragraph 14.14 must follow.

IV. THE REISSUE OATH/DECLARATION MUST
COMPLY WITH 37 CFR 1.63.

The reissue oath/declaration must include the aver-
ments required by 37 CFR 1.63(b), i.e,, that applicants
for reissue

{A) have reviewed and understand the contents of
the specification, including the claims, as amended by
any amendment specifically referred to in the oath/dec-
laration; _

(B) believe the named inventor or inventors to be
the original and the first inventor or inventors of the
subject matter which is claimed and for which a patent is
sought; and

(C) acknowledge the duty to disclose to the Office
all information known to the person to be material to
patentability as defined in 37 CFR 1.56.

See also the discussion regarding the requirements of an
oath/declaration beginning at MPEP § 602.

The examiner should check carefully to ensure that all
the requirements of 37 CFR 1.63 are met. Form para-
graph 14.01.05 should be used in conjunction with the
content of form paragraphs 6.03 through 6.09 as ap-
propriate, where the reissue oath/declaration fails to
comply with the requirements of 37 CFR 1.63.

Y 14.01.05 Defective Reissue Oath/Declaration, 37 CFR1.175 ~
General

The reissue oath/declaration filed with this application is defective
(see 37 CFR 1.175 and MPEP § 1414) because of the following:

1400-15

Examiner Note:

1. Use this form paragraph when the reissue oath/declaration does
not comply with 37 CFR 1.175, and none of form paragraphs 14.01 —
14.01.04 or 14.05.02 apply.

2. Thisformparagraph must be followed by an explanation of why the
reissue oath/declaration is defective.

3. Form paragraph 14.14 must follow the explanation of the defect.

See MPEP § 1414.01 for a discussion of the require-
ments for a supplemental reissue oath/declaration.

1414.01 Supplemental Reissue Qath/
Declaration

If additional defects or errors are corrected in the rejs-
sue after the filing of the application, a supplemental re-
issue oath/declaration must be filed, unless ali errors cor-
rected are spelling, grammar, typographical, editorial or
clerical errors which are not errors under 35 U.8.C. 251
(see MPEP § 1402). In other words, a supplemental oath/
declaration is required where any “error” under 35
U.S.C. 251 has been corrected and the error was not
identified in the original reissue oath/declaration.

The supplemental reissue oath/declaration must state
that every error which was corrected in the reissue ap-
plication not covered by the prior oath(s)/declaration(s)
submitted in the application arose without any deceptive
intention on the part of the applicant.

An example of acceptable language is as follows:

“BEvery error in the patent which was corrected in
the present reissue application, and is not covered
by the prior declaration submitted in this applica-
tion, arose without any deceptive intention on the
part of the applicant.”

WHEN AN ERROR MUST BE STATED IN THE SUP-
PLEMENTAL OATH/DECLARATION

In the supplemental reissue cath/declaration, there is
no need to state an exror which is relied upon to support
the reissue application if:

(A) an error to support a reissue has been previous-
ly and properly stated in a reissue oath/declaration in the
application; and

(B) that error is still being corrected in the reissue
application.

If applicant chooses to state any further error at this
point {even though such is not needed), the examiner
should not review the statement of the further error.

'The supplemental reissue oath/declaration must state
an error which is relied upon to support the reissue ap-

plication only where one of the following is true:
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1415 MANUAL OF PATENT EXAMINING PROCEDURE

(A) the prior reissue oath/declaration failed to
state an error;

(B) the prior reissue oath/declaration attempted
to state an error but did not do so properly; or

(C) all errors under 35 U.S.C. 251 stated in the
prior reissue oath(s)/declaration(s) are no longer being
corrected in the reissue application.

WHEN A SUPPLEMENTAL, QATH/DECLARATION
MUST BE SUBMITTED

The supplemental oath/declaration in accordance
with 37 CFR 1.175(b)(1) must be submitted before
allowance. See MPEP § 1444 for a discussion of the ac-
tion to be taken by the examiner to obtain the supple-
mental oath/declaration in accordance with 37 CFR
1.175(b)(1), where such is needed.

Where applicant seeks to correct an error after allow-
ance of the reissue application, a supplemental reissue
oath/declaration must accompany the requested correc-
tion stating that the erroz(s) to be corrected arose with-
out any deceptive intention on the part of the applicant.

July 1998

The supplemental reissue oath/declaration submitted
after allowance will be directed to the error applicant
seeks to correct after allowance. This supplemental oath/
declaration need not cover any earlier errors, since all
earlier errors should have been covered by a reissue
oath/declaration submitted prior to allowance.

1415 Reissue Filing and Issue Fees
The reissue applicant is permitted to present every

claim that was issued in the original patent for the basic
filing fee. In addition to the basic filing fee, the filing or

later presentation of each independent claim which isin

excess of the number of independent claims in the origi-
nal patent requires a fee. In addition, the filing or later
presentation of each claim (whether independent or de-
pendent) in excess of 20, and also in excess of the number
of claims in the original patent, requires a fee. The Office
has prepared Form PTQ/SB/56, Reissue Application Fee
Transmittal Form, which is designed to assist in the cor-
rect calculation of reissue filing fees.

140016
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PTO/SBISE (12-97)
Approved for use through 9/30/00. OMB 0651-003:
Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE

Under the Papemork Reduction Act of 1895, no persons are mequired to respond to a collection of information unless i disptays a valid OMB control number.

Dacket Number (Optional}
REISSUE APPLICATION FEE TRANSMITTAL FORM
Claims as Filed - Part 1
Claims In Number Elled in 3) Small Entity | Other than a Smafl Entity
Patent Far Reissue Application | Number Extral  gate | pee Rate | Fes
A Total Calms 1 (B) . - -
® (37 CFR 1.16()) il L — or E8eee™
©) Indepandont (D} * _
Clalms {37 CFR 1.15(1}} Sxs___= b § =
Basic Fee (37 CFR 1.16(h)} $ 5
Total Filing Fee 5 OR 5

Claims as Amended - Part 2

laims Remainin 1 Hi ha,ﬁ?,umbe, Eﬁza Small Entity Other than a Small Entity
A Aence Sy | Sams | nwe [res| | Rao | oo
Total Claims v - *
(37 CFR 1.16()) MINUS = x$ = L —
Indapendant b it -
Claitms (37 CFR 1.16() iMINUS - x§___ = x$__ T
Totat Addi_tional Fee S OR $

*|f the entry in {D) is less than the entry in (C), Write "0" in column 3.

** 1§ the "Highest Number of Total Claims Previously Paid For” is less than 20, Write "20" in this space.

*** After any cancelation of claims

5 If "A" is greater than 20, use (B -A); if "A” is 20 of less, use (B - 20),

w+v tiighast Number of independent Claims Freviously Paid For" or Number of independent Claims in Patent {C).

] Please charge Deposit Account Nc in the amount of
A duplicate copy of this sheet is erlosed.

[CJ The Commissioner is hereby authorized to charge any additional fees under 37 CFR 1.16 or 1.17 which
may be required, or credit any overpayment fo Deposit Account No, .
A duplicate copy of this sheet is enclosed.

fj A check in the amount of § fo cover the filing / additional fes is enclosed.

Date Signature of Applicant, Attorney or Agent of Record

Typed or printed name

1415

Burden Hour Statement: This form Is astimated to lake 0.2 howrs to complete. Time will vary depanding upon the needs of the Individual
ny comments on the amount of time Dycou are required o complete this form should bb sent to the Chief Information Officer,

£ase.
Patant ansc'f Trademark Office Washilwton,.
Assistant Commissioner for Falents, ashington, [h: 20231,

1400~17

20231, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS, SEND TO:
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1415.01 Maintenance Fees on the Original
Patent

The filing of a reissue application does not alter the
schedule of payments of maintenance fees on the origi-
nal patent. If maintenance fees have not been paid on
the original patent as required by 35 U.S.C. 41(b) and 37
CFR 1.20, and the patent has expired, no reissue patent
can be granted. 35 US.C. 251, first paragraph, only au-
thorizes the granting of a reissue patent for the unex-
pired term of the original patent. Once a patent has ex-
pired, the Commissioner no longer has the authority un-
der351J.5.C. 251 to reissue the patent. See In re Morgan,
990 F.2d 1230, 26 USPQ2d 1392 (Fed. Cir. 1993)..

The examiner should determine whether all required
maintenance fees have been paid prior to conducting an
examination of a reissue application. In addition, during
the process of preparing the reissue application for issue,
the examiner should again determine whether all re-
quired maintenance fees have been paid up to date.

PALM may be used to determine the history of main-
tenance fees by entering 2970 and then the patent num-
ber. This PALM screen shows when any maintenance
fees have been paid and when the next maintenance fee
is due to be paid.

If the window for the maintenance fee due has closed
(maintenance fees are due by the day of the 4th, 8th and
12th year anniversary of the grant of the patent), but the
maintenance fee has not been paid, then the reissue
should be rejected under 35 U.8.C, 251 as having expired
and may not be passed to issue. However, if time remains
for applicant to pay the maintenance fee, then the ap-
plication should not be rejected under 35 U.S.C. 251 and
it may be passed to issue when it is in condition for atow-
ance, because the patent has not expired.

See MPEP Chapter 2300 for additional information
pertaining to maintenance fees.

1416 Offer to Surrender and Return Original
Patent

37 CFR 1.178. Original patent.

The application for a reissue must be accompanied by an offer to
surrender the original patent. The application should also be accompa-
nied by the original patent, or if the original is lost or inaccessible, by an
affidavit or declaration to that effect. The application may be accepted
for examination in the absence of the original patent or the affidavit or
declaration, but one or the other must be supplied before the case is
allowed. If a reissue be refused, the original patent will be returned to
applicant upon his request.
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An examination on the merits of the reissue applica-

' tion is made even though the offer to surrender the origi-

nal patent, the actual surrender, or an affidavit or decla-
ration to the effect that the original is lost or inaccessible,
has not been received. However, in such case, the ex-
aminer should require the surrender or the affidavit or
declaration in the first Office action. Either the original
patent, or an affidavit or declaration as to loss or inacces-
sibility of the original patent, must be received before the
examiner can allow the reissue application.

Form paragraph 14.05 may be used to require an offer
to surrender the original patent.

9 14.05 No Offer To Surrender Original Patent

This reissue application was filed without the required offer to
surrender the original patent or, if the original is lost or inaccessible, an
affidavit or declaration to that effect. The original patent, or an affidavit
or declaration as to loss or inaccessibility of the original patent, must be
received before this reissue application can be allowed. See 37 CFR
1.178.

Examiner Note:

Anexamination on the merits of the reissue application is made even
though this requirement has not been met. This requirement should be
made in the first Office action.

Form paragraph 14.05.01 may be used to notify appli-
cant that the original patent or an affidavit or declara-
tion as to loss is required before allowance.

§ 14.05.01 Original Patent Required Prior to Allowance

The original patent, or an affidavit or declaration as to loss or
inaccessibility of the original patent, must be received before this reissue
application can be allowed. See 37 CFR 1.178.

Examiner Note:

1. This form paragraph may be used in an Office action to remind
applicant of the requirement for submission of the original patent before
allowance,

2.1t may also be used in an Ex parte Quayle action to require such
submission,

3. Do not use this form paragraph in an examiner’s amendment.
The original patent or declaration of loss must be filed prior to mailing of
the “Notice of Allowability”.

H applicant requests the return of the surrendered
original patent upon abandonment of the reissue ap-
plication, the original patent will be sent to the applicant
by the Examining Group.

An applicant may request that a surrendered original
patent be transferred from an abandoned reissue ap-
plication to a continuation or divisional reissue applica-
tion. The clerk making the transfer shouid note the
transfer on the “Contents” of the abandoned applica-
tion. The application number and filing date of the reis-
sue application to which it is transferred must be
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included in the notation. Where the original patent grant
is not submitted with the reissue application as filed, pat-
entee should include a copy of the printed original pat-
ent. Presence of a copy of the original patent is useful for
the calculation of the reissue filing fee and for the verifi-
cation of other identifying data.

Depending on the circumstances, PTO/SB/53 (Reis-
sue Application By The Inventor, Offer To Surrender
Patent), PTO/SB/54 (Reissue Application By The As-
signee, Offer To Surrender Patent), or PTO/SB/55 (Dec-
laration As To Loss Of Letters Patent) may be used for
filing an offer to surrender the original patent or a decla-
ration to the effect that the original patent is lost.
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Approvad for usa thiough $/30/00. OMB 06510033
Palent and Tredemark Offfos; 1.S. DEPARTMENT OF COMMERCE

Undor tha Paparvark Reduction Act of 1988, no 1 tocuied fo roep *namdmmmuwammmmm
Dociet Number (Optional) '

REISSUE APPLICATION BY THE INVENTOR,
OFFER TO SURRENDER PATENT

This is part of the application for & reissue patent based on the original patent ientified below.

Name of Patentee(s)

Patent Numnbar Date Patent lssued

Title of invention

| am the inventor of the originai patent.
| offer to surrender the original patent.

1. [[] Filed herein is a certificate under 37 CFR 3.73(b).

2 D Cwnership of the patent Is In the inventes{s), and no assignment of the patent has
’ been made.
One of boxes 1 or 2 above must be checked.

The written consent of ail assignees owning an undivided interest in the originat patent is included in
this application for reissue.

Signature Date

Typed or printed name

The assignee owning an undivided interest in said original patent is
and the assignee consents to the accompanying application for reissue,

| hereby deciara that all statements made herein of my own knowledge are true and that all
statements made on information and belief are believed 1o be true; and further that these statemenis
were made with the knowledge that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. 1001 and that such willful false statements may
jeopardize the validity of the appiication, any patent issued thereon, or any patent to which this
declaration is directed.

Name of assignee

Signature of person signing for assignee Date

Typed or prinle& name and fitle of parson signing for assignee

our statement This form 15 estimated fo take 0.1 hours to complete. Time wilf vary dependi
sa Any comments on the a ou t o ou ara r uired !o oom {ata lhfs form should ba'sent to the Chief |
fficer, %atent and Trademark m n fWa 5 Rl ND FEES OR COMPLETED FORMS

Ington
TQ THI D DRESS. SEND TO: Assis!antComm ssloner for 'Patents, Washington DC 20231.

2

< £l

35
=9.z
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PTOISBMS4 (128
Approved for uga thiotigh 8/30/00. OMB 0651003
Palent end Trademark Offios; U.S. DEPARTMENT OF COMMERGE
ion of information unless it

wmm'PmmkRedm#ddisss.mmmmquﬁndeba displays a valid OMB control number.

REISSUE APPLICATION BY THE ASSIGNEE, Docket Number (Optional)
OFFER TO SURRENDER PATENT

‘This is part of the application fora reissue pater_;t based on the orlginal patent identified below,

Name of Patentee(s):

Patent Number Date Patent Issued

Title of Invention

is the assignee of the entire interest in the original patent.

F offer to surrender the original patent,

] A certificate under 37 CFR 3.73(b) Is attached.

{ am authorized to act on behalf of the assignee.

i hereby declare that all statements made herein of my own knowledge are true and that ali
statements made on Information and belief are believed to be true; and further that these statements
were made with the knowledge that willful false statements and the like so made are punishable by
fine or imprisonment, or both, under 18 U.S.C. 1001 and that such wiliful false statemenis may
jeopardize the validity of the application, any patent issued thereon, or any patent to which this

declaration Is directed. ‘

Name of assigneé

Signature of person signing for assignee Date

Typed or printed name and tifle of person signing for assignee

Burden Hour &

individual cage. Any comments on the amount of umt;'y‘ou are ragulred o cong!ete this form should be sent to the Chie
infermation Officer, Patent and Trademark Office, Washington, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS
TO THIS ADDRESS. SEND TO: Assistant Commisslonar for Patents, Washington, DC 20231

140021

talément: This form iz estimated to fake 0.1 hours to complete. Thme will vary depending upon "iﬁ neﬁsfuf the

1416
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od for yse through S/30/00, OMB 0850-0039
rovad for uss thro ]

. Patentand Traderrk Ofcn, 03, DEFARTMENY OF COMMERCE
Under the Paparaorit Reduction Act of 1895, no persons are required o respond o 8 collection of information unless & displays s vakd OMB cordrof number,

Docket Number (Opticnal)
DECLARATION AS TO LOSS OF LETTERS PATENT

| hereby declare that;

1 am the applicant for a reissue patent based on the original patent identified below.

Name of Patentee(s)

Patent Number

Tille of Invention

Reissue application number (if known)

The sald originat patent Is lost or inaccessible,

I hereby declare that all statements made herein of my own knowledge are true and that all
statements made on information and belief are befieved {o be true; and further that these statements
-were made with the knowledge that williui false statements and the like so made are punishable by
fine and Imprisonment, or both, under 18 U.S.C. 1001, and that such willful false statemenis may

Jeopardize the valldity of the application, any patent issuing thereon, or any patent to which this
declaration is directed,

Signature

[ Typed or printed name -~ [Date

Burden Hour Slatement: This form Is estimated to fake 0.05 nours 1o compiete. Tinve will vaTy depanding Upon the needs of the
individuai case. Any comments on the armount of llmesgou are :e&ulmd to compiete this form should he sent to the Chief

information Officer, Patent and Trademark Offlce, Washinglon, DG 20231, DO NOT SEND FEES OR COMPLETED FORMS
TO THIS ADDRESS. SEND TO: Assistant Comimisslaner for Patants, Washingten, DC 20231, -
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1417 Claim for Benefit Under
35 U.S.C. 119(a)—(d)

A “claim” for the benefit of an earlier filing date in a
foreign country under 35 U.S.C. 119(a)—(d) must be
made in a reissue application, even though such a claim
was previously made in the application on which the orig-
inal patent was granted. However, no additional certi-
fied copy of the foreign application is necessary. The
procedure is similar to that for “Continuing Applica-
tions” in MPEP § 201.14(b).

In addition, 37 CFR 1.63 requires that in any applica-
tion in which a claim for foreign priority is made pur-
suant fo 37 CFR 1.55, the oath or declaration must iden-
tify the foreign application for patent or inventors’ cer-
tificate on which priority is claimed, and any foreign ap-
plications having a filing date before that of the applica-
tion on which priority is claimed, by specifying:

(A) the application number of the foreign applica-
tion;

(B) the foreign country; and

(C) the day, month, and year of the filing of the
foreign application.

The examiner should note that the heading on printed
copies of the patent will not be carried forward to the re-
issue from the original patent. Therefore, it is important
that the file wrapper be endorsed by the examiner under
“FOREIGN APPLICATIONS.”

1418 Information Disclosure Statement and
Other Information

Acreissue application is subject to the same duty of dis-
closure requirements as is any other nonprovisional ap-
plication. The provisions of 37 CFR 1.63 require ac-
knowledgment in the reissue oath or declaration of the
“duty to disclose to the Office all information known
to the [applicants] to be material to patentability as
defined in § 1.56.” Form paragraph 14.11.01 may be
used to remind applicant of the duty to disclose any liti-
gation information which is material to patentability,

§ 14.11.01 Dusty Of Disclosure Reminder

Applicant is reminded of the continuing obligation under 37 CFR
1.56, to timely apprise the Office of any litigation information, or other
prior or concurrént proceeding, involving Patent No, [1} , which is
material to patentability of the claims under consideration in this reissue
application. This obligation rests with each individual associated with
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the filing and prosecution of this application for reissue. See MPEP
§§ 1404, 1442.01 and 1442.04.

Examiner Note:
This form paragraph is to be used in the first action in a reissue
application,

Reissue applicants may utilize 37 CFR 1.97 and 1.98 to
comply with the duty of disclosure required by 37 CFR
1.56. This does not, however, relieve applicant of the du-
ties under 37 CFR 1.175 of, for example, stating “at least
one error being relied upon.”

While 37 CFR 1.97(b) provides for filing an informa-
tion disclosure statement within 3 months of the filing of
an application or before the mailing date of a first Office
action, reissue applicants are encouraged to file infor-
roation disclosure statements at the time of filing so that
such statements will be available to the public during the
2—month period provided by 37 CFR 1.176.

1430 Reissue Files Open to the Public and

Notice of Filing Reissue Announced in
Official Gazette

37 CFR 1.11(b). Files open to the public.

ok ek

{b) Allreissue applications, all applications in which the Office has
accepted a reguest to open the complete application toinspection by the
public, and related papers in the application file, are open to inspection
by the public, and copies may be furnished upon paying the fee therefor.
The filing of reissue applications, other than continued prosecution
applicationsunder § 1.53(d) of reissue applications, wiltbe announced in
the Official Gazette. The announcement shall include at least the filing
date, reissue application and original patent numbers, title, class and
subclass, name of the inventor, name of the owner of record, name of the
attorrey or agent of record, and examining group to which the reissue
application is assigned,

oo oK ik e

37 CFR L.I76.  Examination of reissue,

An original claim, if re—~presented in the reissue application, is
subject to reexamination, and the entire application will be examined in
the same manner as original applications, subject to the rules relating
thereto, excepting that division will not be required. Applications for
reissue will be acted on by the examiner in advance of other applications,
but not sooner than two months after announcement of the filing of the
reissue application has appeared in the Official Gazeite.

37 CFR 1.11(b} provides that all reissue applications
filed after March 1, 1977 are open to inspection by the
general public, and copies may be furnished upon paying
the fee therefor. The filing of reissue applications (ex-
cept for continued prosecution applications (CPAs)
filed under 37 CFR 1.53(d)) will be announced in the
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Official Gazette. The announcement gives interested
members of the public an opportunity to submit to the
examiner information pertinent to the patentability of
the reissue application. The announcement includes the
filing date, reissue application and original patent num-
bers, title, class and subclass, name of the inventor, name
of the owner of record, name of the attorney or agent of
record, and the Examining Group to which the reissue
application is initiaily assigned. A Group Director or
other appropriate Office official may, under appropriate
circumstances, postpone access to or the making of cop-
ies of a reissue application, such as, for example, to avoid
interruption of the examination or other review of the
application by an examiner. Those reissue applications
already on file prior to March 1, 1977 are not automati-
cally open to inspection, but a liberal policy is followed by
the Office of the Assistant Commissioner for Patents in
granting petitions for access to such applications.

The publication of a notice of a reissue application in
the Official Gazette should be done prior to any examina-
tion of the application. If an inadvertent failure to pub-
lish notice of the filing of the reissue application in the
Official Gazette is recognized later in the examination,
action should be taken to have the notice published as
quickly as possible, and action on the application may be
delayed until two months after the publication, allowing
for any protests to be filed.

The filing of a continued prosecution application
(CPA) under 37 CFR 1.53(d) of a reissue application will
not be announced in the Official Gazette. Although the
filing of a CPA of a reissue application constitutes the fil-
ing of a reissue application, the announcement of the fil-
ing of such CPA would be redundant in view of the an-
nouncement of the filing of the prior reissue application
in the Official Gazette and the fact that the same applica-
tion number and file will continue to be used for the
CPA. '

¥or those reissue applications filed on or after March
1, 1977, the following procedure will be observed:

(A) The filing of all reissue applications, except
for CPAs filed under 37 CFR 1.53(d), will be announced
in the Official Gazette and will include certain identifying
data as specified in 37 CFR 1.11(b). Any member of the
general public may request access to a particular reissue
application filed after March 1, 1977. Since no record of
such request is intended to be kept, an oral request will
suffice.

(B} The reissue application files will be main-
tained in the Examining Groups and inspection thereof
will be supervised by Group personnel. Although no
general limit is placed on the amount of time spent
reviewing the files, the Office may impose limitations, if
necessary, e.g., where the application is actively being
processed.

(C) Where the reissuc application has left the
Examining Group for administrative processing, re-
quests for access should be directed to the appropriate
supetvisory personnel where the application is currently
located.

(D} Requests for copies of papers in the reissue
application file must be in writing and addressed to the
Commissioner of Patents and Trademarks, Box 10,
Washington, D.C. 20231 and may be either mailed or
delivered to the Office Customer Service Window (See
MPEP § 502). The price for copies made by the Office is
set forth in 37 CFR 1.19.

1431 [Notice in Patent File

37 CFR 1.179.  Notice of reissue application.

‘When an application for a reissue is filed, there will be placed in the
file of the original patent a notice stating that an application for reissue
has been filed. When the reissue is granted or the reissue application is
otherwise terminated, the fact will be added to the notice in the file of the
original patent.

Whenever a reissue application is filed, a Form
PTO~445 notice is placed in the patented file identify-
ing the reissue application by application number and its
filing date, The pertinent data is filled in by the Office of
Initial Patent Examination. When divisional or continu-
ation reissue applications are filed, a separate form for
each reissue application is placed in the original patent
file. When the reissue is issued, it is important that the
File Information Unit (Record Room) be informed by
the Examining Group technical support staff of that fact
by written memo. File Information Unit (Record Room)
personnel will update the Form PTO—445 in the pat-
ented file.

1440 Examination of Reissue Application

37 CFR 1.176. Examination of reissue.

An original claim, if re—-presented in the reissue application, is
subject to reexamination, and the entire application will be examined in
the same manner as original applications, subject o the rules relating
thereto, excepting that division will not be required. Applications for
reissue will be acted on by the examiner in advance of other applications,
but not sooner than two months after announcement of the filing of the
reissue application has appeared in the Official Gazette.
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37 CFR 1.176 provides that an original claim, if
re—presented in a reissue application, will be subject to
reexamination. Along with the entire application, the
re—presented claim will be fully examined in the same
manner subject to the same rules relating thereto, as if
being presented for the first time in an original applica-
tion, except that division will not be required by the ex-
aminer. See MPEP § 1450 and § 1451. Reissue applica-
tions are normally examined by the same examiner who
issued the patent for which reissue is requested. In addi-
tion, the application will be examined with respect to
compliance with 37 CFR 1.171~1.179 relating specifi-
caily to reissue applications, for example, the reissue
oath or declaration will be carefully reviewed for com-
pliance with 37 CFR 1.175. See MPEP § 1444 for han-
dling applications in which the oath or declaration lacks
compliance with 37 CFR 1.175. Reissue applications
-with related litigation will be acted on by the examiner
before any other special applications, and will be acted
on immediately by the examiner, subject only to the
2—-month delay after publication for examining reissue
applications.

The original patent file wrapper should always be or-
dered and reviewed when examining a reissue applica-
tion thereof.

1441 Two—Month Delay Period; Protest in
Reissue Applications

37 CFR 1.176 provides that reissue applications will
be acted on by the examiner in advance of other applica-
tions, i.e., “special,” but not sooner than 2 months after
announcement of the filing of the reissue has appeared
in the Official Gazette. The 2—~month delay is provided in
order that members of the public may have time to re-
view the reissue application and submit pertinent infor-
mation to the Office before the examiner’s action. The
pertinent information is submitted in the form of a pro-
test under 37 CFR 1.291{(a). As set forih in MPEP
§ 1901.04, the public should be aware that such submis-
sions should be made as early as possibie, since under
certain circumstances the 2—month delay period of 37
CFR 1.176 may be waived. The Office will entertain peti-
tions under 37 CFR 1.183 which are accompanied by the
required petition fee (37 CFR 1.17(h)) to waive the
delay period of 37 CFR 1.176. Accordingly, protestors to
reissue applications cannot automatically assume that
the full 2—month delay period of 37 CFR 1.176 will al-
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ways be available. Appropriate reasons for requesting a
waiver of the 2-month delay period of 37 CFR 1.176
might be, for example, that litigation has been stayed to
permit the filing of the reissue application. Such peti-
tions are decided by the Office of the Deputy Assistant
Commissioner for Patent Policy and Projects.

If the protest of a reissue application cannot be filed
within the 2—month period provided by 37 CFR 1.176,
the protest can be submitted at a later time. Where the
protest is submitted after the 2--month period, no peti-
tion under 37 CFR 1.182 or 1.183 is needed with respect
to the protest being submitted after the 2 months pro-
vided for in 37 CFR 1.176 unless a final rejection has
been issued or prosecution on the merits has been closed
for the reissue application.

Where the protest is submitted after the 2—month pe-
riod, the protest might be received after the first Office
action by the examiner, since reissue applications are
taken up “special.” Once the first Office action is mailed
(after the 2—month period), a member of the public may
still submit pertinent information in the form of a protest
under 37 CER 1.291(a), and the examiner will consider
the information submitted in the next Office action, to
the extent that such consideration is appropriate. See
MPEP § 1901.04 and § 1901.06 for the timeliness and
content criteria as to when a protest is considered.

The Examining Group to which the reissue applica-
tion is assigned is listed in the Official Gazette notice of
filing of the reissue application. Accordingly, the indi-
cated Examining Group should retain the reissue ap-
plication file for 2 months after the date of the Official
Gazette notice before transferring the reissue applica-
tion under the procedure set forth in MPEP § 903.08(d).

The publication of a notice of a reissue application in
the Official Gazette should be done prior to any ex-
amination of the reissue application. If an inadvertent
failure to publish notice of the filing of the reissue ap-
plication in the Official Gazette is recognized later in the
examination, action should be taken to have the notice
published as quickly as possible, and action on the reis-
sue application may be delayed until 2 months after the
publication, allowing for any protests to be filed.

See MPEP § 1901.06 for general procedures on ex-
aminer treatment of protests in reissue applications.

July 1998



1442 MANUAL OF PATENT EXAMINING PROCEDURE

1442 Special Status

All reissue applications are taken up “special,” and re-
main “special” even though applicant does not respond
promptly. :

All reissue applications, except those under suspen-
sion because of litigation, will be taken up for action
ahead of other “special” applications; this means that all
issues not deferred will be treated and responded to im-
mediately. Furthermore, reissue applications involved in
“litigation” will be taken up for action in advance of oth-
er reissue applications,

1442.01 Litigation Related Reissues

During initial review, the examiner should determine
whether the patent for which the reissue has been filed is
involved in litigation, and if so, the status of that litiga-
tion. If the examiner becomes aware of litigation involv-
ing the patent sought to be reissued during examination
of the reissue application, and applicant has not made
the details regarding that litigation of record in the reis-
sue application, the examiner, in the next Office action,
will inquire regarding the specific details of the litiga-
tion.

Form paragraph 14.06 may be used for such an

inquiry,

9 14.06 Litigation Related Reissue

'The patent sought o be reissued by this application {1} involved in
litigation. Any documents and/or materials which would be material to
patentability of thisreissue application are required tobe made of record
in response to this action. ' .

Due to the related litigation status of this application, EXTEN-
SIONS OF TIME UNDER THE PROVISIONS OF 37 CFR
1.136(a) WILL NOT BE PERMITTED DURING THE FPRO-
SECUTION OF THIS APPLICATION,

Examiner Note:
In bracket 1, inseri either —is— or —has been—.

If the additional details of the litigation appear to be
material to examination of the reissue application, the
examiner may make such additional inquiries as neces-
sary and appropriate.

Where there is litigation, and it has not already been
done, the examiner should place a prominent notation
on the application file to indicate the litigation (1) at the
bottom of the face of the file in the box just to the right of
the box for the retention label, and (2) on the pink Reis-
sue Notice Card form,
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Applicants will normally be given 1 month to reply to
Office actions in all reissue applications which are being
examined during litigation, or after litigation had been
stayed, dismissed, etc., to allow for consideration of the
reissue by the Office. This 1—month period may be ex-
tended only upon a showing of clear justification pur-
suant to 37 CFR 1.136(b}. The Office action will inform
applicant that the provisions of 37 CFR 1.136(a) are not
available. Of course, up to 3 months may be set for reply
if the examiner determines such a period is clearly justi-
fied. :

1442.02 Concurrent Litigation

In order to avoid duplication of effort, action in reis-
sue applications in which there is an indication of con-
current litigation will be suspended automatically uniess
and until it is evident to the examiner, or the applicant
indicates, that any one of the following applies:

(A) astay of the litigation is in effect;

(B) the litigation has been terminated;

(C) there are no significant overlapping issues
between the application and the litigation; or

(D) it is applicant’s desire that the application be
examined at that time.

Where any of (A) — (D) above apply, form paragraphs
14.08—14.10 may be used to deny a suspension of action
in the reissue, i.e., to deny a stay of the reissue proceed-
ing.

9 14.08 Action in Reissue Not Stayed — Related Litigation
Terminated

Since the litigation related to this reissue application is terminated
and final, action in this reissue application will NOT be stayed. Due to
the related litigation status of this reissue application, EXTENSIONS
OF TIME UNDER THE PROVISIONS OF 37 CFR 1.136{a) WILL
NOT BE PERMITTED.

§ 14.09 Action in Reissue Not Stayed — Related Litigation Not
Overlapping

While there is concurrent litigation related to this reissue
application,actioninthisreissueapplicationwillNOTbestayedbecause
there are no significant overlapping issues between the application and '
that litigation. Due to the related litigation status of this reissue
application, EXTENSIONS OF TIME UNDER THE PROVISIONS
OF 37 CFR 1.136{a) WILL NOT BE PERMITTED.

9 14.10 Action in Reissue Not Staved - Applicant’s Request

While thereis concurrent litigation refated to this reissue application,
action in this reissue application wifl NOT be stayed because of
applicant’s request that the application be examined at this time. Due to
the related Jitigation status of this reissue application, EXTENSIONS
OF TIME UNDER THE PROVISIONS OF 37 CFR 1.136(z) WILL
NOT BE PERMITTED.
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Where none of (A) through (D) above apply, action in
the reissue application in which there is an indication of
concurrent litigation will be suspended by the examiner.
The examiner should consult with the Group Special
Program Examiner prior to suspending action in the reis-
sue. Form paragraph 14.11 may be used to suspend ac-
tion, i.e., stay action, in a reissue application with con-
current litigation.

Y 14.11 Action in Reissue Stayed — Related Litigation

Ini view of concurrent litigation, and in order to avoid duplication of
effort between the two proceedings, action in this reissue application is
STAYED until such time as it is evident to the examiner that (1) astay of
the litigation is in effect, (2) the litigation has been terminated, (3) there
are no significant overlapping issues between the application and the
litigation, or (4) applicant requests that the application be examined,

If the reissue application has been merged with a reex-
amination proceeding, the merged proceeding generally
will not be stayed where there is litigation. In a merged
reexamination/reissue proceeding, the reexamination
will control because of the statutory (35 U.S.C. 305) re-
quirement that reexamination proceedings be con-
ducted with special dispatch, See MPEP § 2285 and
§ 2286,

1442.03 Litigation Stayed

All reissue applications, except those under suspen-
sion because of litigation, will be taken up for action
ahead of other “special” applications; this means that all
issues not deferred will be treated and responded to im-
mediately. Furthermore, reissue applications involved in
“stayed litigation” will be taken up for action in advance
of other reissue applications. Great emphasis is placed
on the expedited processing of such reissue applications.
The courts are especially interested in expedited proc-
essing in the Office where litigation is stayed.

In reissue applications with “stayed litigation,” the
Office will entertain petitions under 37 CFR 1.183,
which are accompanied by the fee under 37 CFR 1.17(h),
to waive the 2—month delay period under 37 CFR 1.176.
Such petitions are decided by the Office of the Deputy
Assistant Commissioner for Patent Policy and Projects.

Time —monitoring systems have been put into effect
which will closely monitor the time used by applicants,
protestors, and examiners in processing reissue applica-
tions of patents involved in litigation in which the court
has stayed further action. Monthly reports on the status
of reissue applications with related litigation are re-
quired from each Examining Group. Delays in reissuc
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processing are to be followed up. The Group Special
Program Examiner is responsible for oversight of reissue
applications with related litigation,

The purpose of these procedures and those deferring
consideration of certain issues, until all other issues are
resolved or the application is otherwise ready for consid-
eration by the Board of Patent Appeals and Interfer-
ences (note MPEP § 1448), is to reduce the time between
filing of the reissue application and final action thereon,
while still giving all parties sufficient time to be heard.

Requests for stays or suspension of action in reissues
where litigation has been stayed may be answered with
Form Paragraph 14.07. '

N 14.07 Action in Reissue Not Stayed - Related Litigation
Stayed

While thereisconcurrent litigationrelated to this reissue application,
actionn thisreissue application will NOTbe stayed because astay of that
litigation is in effect for the purpose of awaiting the outcome of these
reissue proceedings, Due to the related litigation status of this reissue
application, EXTENSIONS OF TIME UNDER THE PROVISIONS
OF 37 CFR 1.136{a) WILL NOT BE PERMITTED.

1442.04  Litigation Invelving Patent

‘Where the patent for which reissue is being sought is,
or has been, involved in litigation which raised a question
material to patentability of the reissue application, such
as the validity of the patent, the existence of such litiga-
tion must be brought to the attention of the Office by the
applicant. This should be done at the time of, or shortly
after, filing the application, either in the reissue oath or
declaration, or in a separate paper, preferably accompa-
nying the application as filed. Litigation begun after fil-
ing of the reissue application also should be promptly
brought to the attention of the Office. The details and
documents from the litigation, insofar as they are “mate-
rial to patentability” of the reissue application as defined
in 37 CFR 1.56(b), should accompany the application as
filed, or be submitted as promptly thereafter as possible.
For example, the defenses raised against validity of the
patent would normally be “material to patentability” of
the reissue application, It would, in most situations, be
appropriate to bring such defenses to the attention of the
Office by filing in the reissue application a copy of the
Court papers raising such defenses. As a minimum, the
applicant should call the attention of the Office to the lit-
igation, the existence and nature of any allegations hav-
ing a bearing on the validity of the original patent, and
the nature of litigation materials relating to these issues,
Enough information should be submitted to clearly in-
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form the Office of the nature of these issues so that the
Office can intelligently evaluate the need for asking for
further raterials in the litigation. Thus, the existence of
supporting materials which may substantiate allegations
of invalidity should, at least, be fully described, or sub-
mitted. The Office is not interested in receiving volumi-
nous litigation materials which are not relevant to the
Office’s consideration of the reissue application. The
status of the litigation should be updated in the reissue
application as soon as significant events happen in the
litigation. '

When a reissue application is filed, the examiner
should determine whether the original patent has been
adjudicated by a court. The decision of the court, and
also other papers in the suit, may provide information es-
sential to the examination of the reissue. The patented
file will contain notices of the filing and termination of
infringement suits on the pateat. Such notices are re-
quired by law to be filed by the clerks of the Federal Dis-
trict Courts. These notices do not indicate if there was an
opinion by the court, nor whether a decision was pub-
lished. Shepard’s Federal Citations and the cumulative di-
gests of the United States Patents Quarterly, both of which
are in the Lutrelle F. Parker, St., Memorial Law Library
{located in Crystal Park 1—520), contain tables of patent
numbers giving the citation of published decisions con-
cerning the patent. A litigation computer search by the
Scientific and Techanical Information Center (STIC)
should be requested by the examiner to determine
whether the patent has been, or is, involved in litigation,
The “Search Notes” box on the application file wrapper
can then be completed to indicate that the review was
conducted. A copy of the STIC search should be hole—
punched and placed in the reissue file. Additional infor-
mation or guidance as to making a litigation search may
be obtained from the library of the Office of the Solici-
tor.

Where papers are not otherwise conveniently obtain-
able, the applicant may be requested to supply copies of
papers and records in suits, or the Office of the Solicitor
may be requested to obtain them from the court. The in-
formation thus obtained should be carefully considered
for its bearing on the proposed claims of the reissue, par-
ticularly when the reissue application was filed in view of
the holding of a court. .

If the examiner becomes aware of litigation involving
the patent sought to be reissued during examination of
the reissue application, and applicant has not made the
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details regarding that litigation of record in the reissue
application, the examiner, in the next Office action,
should inquire regarding the same, Form paragraph
14.06 may be used for such an inquiry. See MPEP
§ 1442.01. _ ‘

If the additional details of the litigation appear to be
material to patentability of the reissue application, the
examiner may make such additional inquiries as neces-
sary and appropriate.

1442.05 Cases in Which Stays Were
Considered

Federal District Courts stay litigation in significant
numbers of cases to permit consideration of a reissue ap-
plication by the Office. Several exemplary cases are
listed here for the convenience of the Office, the couris
and the public. '

In most instances, the reissue—examination proce-
dure is instituted by a patent owner who voluntarily files
a reissue application as a consequence of related patent
litigation. However, some District Courts have required
a patentee—litigant to file a reissue application, for ex-
ample:

Alpine Engineering Inc. v. Automated Building
Components Inc., BNA/PTCJ 367: A—12 (8.D. ¥a.
1978);

Lee—Boy Mfg. Co. v. Puckett, 202 USPQ 573 (D.
Ga. 1978);

Choat v. Rome Industries Inc. 203 USPQ 549 (N.D.
Ga. 1979). '

Other courts have declined to so order, for exam-
ple:

Bielomatik Leuze & Co., v. Southwest Tablet Mfg.
Co., 204 USPQ 226 (N.D. Texas 1979);

RCA Corp. v. Applied Digital Data Systems Inc., 201
USPQ 451 (D. Del. 1979);

Antonious v. Kamata—Ri & Ce. Lid., 204 USPQ 294
(D. Md. 1979).

Only a patentee or his assignee may file a reissue pat-
ent application. An order for a different party to file a
reissue will not be binding on the Office.

1442.05(a) Stays Granted

“Stays” of court or administrative proceedings in liti-
gation were ordered in the following sampling of pub-
lished decisions.
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PIC Inc. v. Prescon Corp., 195 USPQ 525 (D. Del.
1977).

Fisher Controls Co. Inc. v. Control Components,
Inc., 196 USPQ 817 (S.D. Iowa 1977) (Note also 203
USPQ 1059 denying discovery during the stay.).

Alpine Engineering Inc. v. Automated Building
Components Inc., BNA/PTCJ 367: A—12 (S.D. Fla.
1978) (dismissed a Declaratory Judgment suit with order
for patentee to seek reissue in the Office).

AMI Industries, Inc. v. E. A. Industries, Inc., 204
USPQ 568 (WD. N.C.1978) (with dicta that if suit had
not been dismissed, proceedings would have been stayed
for Office consideration).

Reynolds Metal Co. v. Aluminum Co. of America,
198 USPQ 529 (N.D. Ind. 1978).

Sauder Industries, Inc. v. Carborundum Co., 201
USPQ 240 (N.D. Ghio 1978).

Rohm and Haas Co. v. Mobil Oil Corp., 201 USPQ
80 (ID. Del. 1978) (with provision for limited discovery on
allegations of fraud for Office’s benefit).

Lee—Boy Mfg. Co. v. Puckett, 202 USPQ 573 (D,
Ga. 1978) (reissue ordered after discovery and during
wait for trial),

Fas—Line Sales & Rentals, Inc. v. E~Z Lay Pipe
Corp., 203 USPQ 497 (W.D. Okla. 1979).

Choat v. Rome Industries Inc., 203 USPQ 549 (N.D.
Ga. 1979) (directed patentee to file reissue application).

In re Certain High—Voltage Circuit Interrupters and
Components Thereof, 204 USPQ 50 (Int’l Trade Comm’n
1979).

1442.05(b) Stays Denied

“Stays” of court or administrative proceedings in liti-
gation were denied in the following sampling of pub-
lished decisions.

General Tire and Rubber Co. v. Watson~Bowman
Associates, Inc., 193 USPQ 479 (D. Del. 1977).

Perkin—Elmer Corp. v. Westinghouse Electric Corp.,
BNA/PTC] 376: A-11 (ED. N.Y. 1978).

In re Certain Ceramic Tile Setters, No, 337—-TA—41,
BNA/PTCJ 385: A—21 (Int'] Trade Comm’n 1978).

E.C.H. Will v, Freundlich—Gomez Machinery Corp.,
201 USPQ 476 (S.D. N.Y. 1978).

RCA Corp. v. Applied Digital Data Systems Inc., 201
USPQ 451 (D. Del. 1979) (denied stay where a patentee
had not filed a reissue).
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Bielomatik Leuze & Co., v. Southwest Tublet Mfg.
Co., 204 USPQ 226 (N.D. Texas 1979) (refused to order
reissue).

Antonious v. Kamata—Ri & Co. Ltd., 204 USPQ 294
{D. Md. 1979) (refused to order reissue).

1443 Initial Examiner Review

On initial receipt of a reissue application, the examin-
er should inspect the submission under 37 CFR 1.172 as
to documentary evidence of a chain of title from the orig-
inal owner to the assignee to determine whether the con-
sent requirement of 37 CFR 1,172 has been met. The ex-
aminer will compare the consent and documentary evi-
dence of ownership; the assignee indicated by the docu-
mentary evidence must be the same assignee which
signed the consent. Also, the person who signs the con-
sent for the assignee and the person who signs the sub-
mission of evidence of ownership for the assignee must
both be persons having authority to do so. See also
MPEP § 324.

Where the application is assigned, and there is no sub-
mission under 37 CFR 1.172 as to documentary evidence
in the application, the examiner should require the sub-
mission using form paragraph 14.16, Once the submis-
sion under 37 CFR 1.172 as to documentary evidence is
received, it must be compared with the consent to deter-
mine whether the assignee indicated by the documentary
evidence js the same assignee which signed the consent,
See MPEP § 1410.01 for further discussion as to the re-
quired consent and documentary evidence,

Where there is a statement of record that the applica-
tion is not assigned, there should be no submission under
37 CFR 1.172 as to documentary evidence of ownership
in the application, and none should be required by the
examiner.

The filing of all reissue applications, except for contin-
ued prosecution applications (CPAs) filed under 37 CFR
1.53(d), must be announced in the Official Gazette. Ac-
cordingly, for any reissue application other than a CPA,
the examiner should determine if the filing of the reissue
application has been announced in the Official Gazette as
provided in 37 CFR 1.11(b), especially where the reissue
is a file wrapper continuation under former 37 CFR 1.62.
The date of the Official Gazette notice can usually be
found on the pink “REISSUE” tag which protrudes from
the top of the application file of 08 or carlier series.
Where the date is missing from the tag, or where the tag
itself is missing, the PALM screen (2952) should be
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checked for the presence of an “NRE” entry in the con-
tents, For 09 series reissue applications, the Official Ga-
zette publication date appears on the face of the file
wrapper. If the filing of the reissue application has not
been announced in the Official Gazette, the reissue ap-
plication should be returned to the Office of Initial Pat-
ent Examination {Special Processing) to handle the an-
nouncement. The examiner should not further act on
the reissue until 2 months after announcement of the
filing of the reissue has appeared in the Official Ga-
zette. See MPEP § 1440 and 37 CFR 1.176.

The examiner should determine if there is concurrent
litigation, and i so, the status thereof (MPEP
§ 1442.01), and whether the reissue file has been appro-
priately marked. Note MPEP § 1404.

The examiner should determine if a protest has
been filed, and if 50, it should be handled as set forth
in MPEP § 1901.06.

The examiner should determine whether the pat-
ent is involved in an interference, and if so, should
refer to MPEP § 1449.01 before taking any action on
the reissue application.

The examiner should check that an offer to surrender
the original patent, or an affidavit or declaration to the
effect that the original is 1ost or inaccessible, has been re-
ceived. An examination on the merits is made even
though the above has not been complied with, but the ex-
aminer should require compliance in the first office ac-
tion. See MPEP § 1416.

The examiner should verify that all Certificate of
Correction changes have been properly incorporated
into the reissue application. See MPEP § 1411.01.

The examiner should verify that the patent on which
the reissue application is based has not expired, either
because its term has run or because required mainte-
nance fees have not been paid. Onee a patent has ex-
pired, the Commissioner no longer has the authority un-
der 35U.S.C. 251 to reissue the patent. See In re Morgan,
990 E2d 1230, 26 USPQ2d 1392 (Fed. Cir. 1992). See
also MPEP § 1415.01.

1444 Review of Reissue Oath/i}eciaration

In accordance with 37 CFR 1.175, the following is re-
quired in the reissue oath/declaration:

(A) A statement that the applicant believes the
original patent to be wholly or partly inoperative or
invalid—
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(1} by reason of a defective specnfxcatmn or
drawing, or

(2) by reason of the patentee claiming more or
less than patentee had the right to claim in the patent;

(B} A statement of at least one error which is
relied upon to support the reissue application, i.e., which
provides a basis for the reissue;

(C) A statement that all errors which are being
corrected in the reissue application up to the time of
filing of the oath/declaration arose without any decep-
tive intention on the part of the applicant; and

(D) The information required by 37 CFR 1.63.

MPEP § 1414 contains a discussion of each of the
above elements (i.e., requirements of a reissue oath/dec-
laration). The examiner should carefully review the reis-
sue oath/declaration in conjunction with that discussion,
in order to ensure that each clement is provided in the
oath/declaration. If the examiner’s review of the oath/
declaration reveals a lack of compliance with any of the
requirements of 37 CFR 1.175, a rejection of all the
claims under 35 U.S.C. 251 should be made on the basis
that the reissue oath/declaration is insufficient.

In preparing an Office action, the examiner should
use form paragraphs 14.01 through 14.01.04 fo state the
objection(s) to the oath/declaration, i.c., the defects in
the oath/declaration. These form paragraphs are repro-
duced in MPEP § 1414. The examiner should then use
form paragraph 14.14 to reject the claims under 35
U.8.C. 251, based upon the improper oath/declaration.

9 14.14 Rejection, Defective Reissue Oath or Declaration
Claim {1] rejected as being based upon a defective reissue 2] under
35 U.8.C. 251 as set forth above. See 37 CFR 1.175.
The nature of the defect(s) in the {3] is set forth in the discussion
above in this Office action.

Examiner Note:

1. Inbracket 1, list all claims in the reissue application. See MPEP
§ 706.03(x).

2. This paragraph should be preceded by at least one of the para-
graphs 14.01 to 14.01.04,

3. In brackets 2 and 3, insert either —~~—oath—~— or ——declara-
tion- -, _ :

A lack of signature on a reissue oath/declaration
would be considered a lack of compliance with 37 CFR
1.175(a} and result in a rejection, including final rejec-
tion, of all the claims on the basis that the reissue oath/
declaration is insufficient. If the unsigned reissue oath/
declaration is submitted as part of a reply which is other-
wise properly signed and responsive to the outstanding
Office action, the reply should be accepted by the ex-

aminer as proper and responsive, and the oath/declara-
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tion considered fully in the next Office action. The reply
should not be treated as an unsigned or improperly
signed amendment (see MPEP § 714.01(a)), nor do the
provisions of Ex Parte Quayle apply in this situation. The
lack of signature, along with any other oath/declaration
deficiencies, should be noted in the next Office action re-
Jjecting the claims as being based upon an insufficient re-
issue oath/declaration.

HANDLING OF THE REISSUE OATH/DECLARA-
TION DURING THE REISSUE PROCEEDING

An initial reissue oath/declaration is submitted with
the reissue application. Where the reissue oath/declara-
tion fails to comply with 37 CFR 1.175(a), the examiner
will 50 notify the applicant in an Office action, rejecting
the claims under 35 U.S.C. 251 as discussed above. Inre-
ply to the Office action, a supplemental reissue oath/dec-
laration should be submitted dealing with the noted de-
fects in the reissue oath/declaration.

Where the initial reissue oath/declaration (1) failed to
provide any error statement, or (2) attempted to provide
an error statement, but failed to identify any error under
35 U.S.C. 251 upon which reissue can be based (see
MPEP § 1402}, the examiner should reject all the claims
as being based upon a defective reissue oath/declaration
under 35 U.S.C: 251. To support the rejection, the ex-
aminer should point out the failure of the initial oath/
declaration to comply with 37 CFR 1.175 because an er-
ror under 35 U.8.C. 251 upon which reissue can be based
was not identified therein. In reply to the rejection under
35 U.S.C. 251, a supplemental reissue oath/declaration
must be submitted stating an error under 35 U.S.C. 251
which can be relied upon to support the reissue applica-
tion. Submission of this supplemental reissue oath/dec-
laration to obviate the rejection cannot be deferred by
applicant until the application is otherwise in condition
for allowance. In this instance, a proper statement of er-
ror was never provided in the initial reissue oath/declara-
tion, thus a supplemental oath/declaration is required in
reply to the Office action in order to properly establish
grounds for reissue.

A different situation may arise where the initial reis-
sue oath/declaration does properly identify one or more
errors under 35 U.S.C. 251 as being the basis for reissue,
however, because of changes or amendments made dur-
ing prosecution, none of the identified errors are relied
upon any more. A supplemental oath/declaration will be
needed to identify at least one error now being relied
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upon as the basis for reissue, even though the prior oath/
declaration was found proper by the examiner. The sup-
plemental oath/declaration need not also indicate that
the error(s) identified in the prior oath(s)/declaration(s)
is/are no longer being corrected. In this instance, appli-
cant’s submission of the supplemental reissue oath/dec-
laration to obviate the rejection under 35 U.S.C. 251 can,
at.applicant’s option, be deferred until the application is
otherwise in condition for allowance. The submission
can be deferred because a proper statement of error was
provided in the initial reissue oath/declaration. Appli-
cant need only request that submission of the supple-
mental reissue oath/declaration be deferred until allow-
ance, and such a request will be considered a complete
reply to the rejection.

SUPPLEMENTAL REISSUE CATH/DECLARATION
UNDER 37 CFR L175(b)(1):

Once the reissue oath/declaration is found to comply
with 37 CFR 1.175(a), it is not required, nor is it sug-
gested, that a new reissue oath/declaration be submitted
together with each new amendment and correction of er-
ror in the patent. During the prosecution of a reissue ap-
plication, amendments are often made and additional
errors in the patent are corrected. A supplemental oath/
declaration need not be submitted with each amend-
ment and additional correction. Rather, it is suggested
that the reissue applicant wait until the case is in condi-
tion for allowance, and then submit a cumulative supple-
mental reissue oath/declaration pursuant to 37 CFR
L175(b)(1).

See MPEP § 1414.01 for a discussion of the required
content of a supplemental reissue oath/declaration un-
der 37 CFR 1.175(b)(1).

A supplemental oath/declaration under 37 CFR
1.175(b)(1) must be submitted before allowance. It may
be submitted with any reply prior to allowance. It may be
submitted to overcome a rejection under 35 U.S.C 251
made by the examiner, where it is indicated that the sub-
mission of the supplemental oath/declaration will over-
come the rejection.

A supplemental oath/declaration under 37 CFR
1.175(b)(1) will be required where:

{A) the application is otherwise (other than the
need for this supplemental oath/declaration) in condi-
tion for allowance;
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(B) amendments or other corrections of errors in
the patent have been made subsequent to the last
oath/declaration filed in the application; and

(C) at least one of the amendments or other
corrections corrects an error under 35 U.S.C. 251.

When a supplemental oath/declaration under 37 CFR
1.175(b)(1) directed to the amendments or other correc-
tions of error is required, the examiner is encouraged to
telephone the applicant and request the submission of
the supplemental oath/declaration by fax. If the circum-
stances do not permit making a telephone call, or if ap-
plicant declines or is unable to promptly submit the oath/
declaration, the examiner should issue a final Office ac-
tion (final rejection) and use form paragraph 14.05.02.

§ 14.05.02 Supplemental Qath or Declaration Required Prior to
Allowance

In accordance with 37 CFR 1.175(b)(1), a supplemental reissue
oath/declaration under 37 CFR 1.175(b)(1} must be received before this
reissue application can be allowed.

Claim [1] rejected as being based upon a defective reissue [2] under
35 U.8.C. 251, See 37 CFR 1.175. The nature of the defect is set forth
above,

Receipt of an appropriate supplemental cath/declaration under 37
CFR 1.175(b)(1) will overcome this rejection under 33 U.8.C. 251. An
example of acceptable language to be used in the supplemental
oath/declaration is as follows:

“Bvery errorin the patentwhich was correctedinthe present re-
issue application, and is ot covered by a prior cath/declaration
submittedinthis application, arose without any deceptiveinten-
tion on the part of the applicant.”

Examiner Note:

1. Inbracket 1, list all claims in the reissue application.

2. Inbracket 2, inserf either — —oath~— or ——declaration—~,

3.  Thisform paragraphisusedinan Office actionto: (a) remind appli-
cant of the requirement for submission of the supplemental reissue oath/
declaration under 37 CER 1.175(b)(1) before allowance and (b) at the
same time, reject all the claims since the reissue application is defective
until the supplemental vath/declaration is submitted.

4,  Bonotusethis form paragraph if no amendments (or other correc-
tions of the patent} have been made subsequent to the last cath/declara-
tion filed in the case; instead allow the case.

5. ‘This form paragraph cannot be used in an Bx parte Quayle action
to require the supplemental oath/declaration, because the rejection un-
der 35 U.S.C. 251 is more than a matter of form.

6. Donotuse this form paragraph in an examiner’s amendment. The
supplemental cath/declaration must be filed prior to mailing of the No-
tice of Allowability.

As noted above, the examiner will issue a final Office
action where the application is otherwise in condition for
allowance, and amendments or other corrections of er-
ror in the patent have been made subsequent to the last
oath/declaration filed in the application. The examiner
will be introducing (via form paragraph 14.05.02) a rejec-
tion into the case for the first time in the prosecution,
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once the claims are determined to be otherwise allow-
able. This introduction of a new ground of rejection un-
der 35 U.S.C. 251 will not prevent the action from being
made final on a second or subsequent action because of
the following factors:

(A) The finding of the case in condition for
allowance is the first opportunity that the examiner has
to make the rejection;

~ (B) The rejection is being made in reply to, ie.,
was caused by, an amendment of the application (to
correct errors in the patent);

(C) All applicants are on notice that this rejection
will be made upon finding of the case otherwise in
condition for allowance where errors have been cor-
rected subsequent to the last oath/declaration filed in
the case, therefore, the rejection should have been
expected by applicant; and

(D) The rejection will not prevent applicant from
exercising any rights as to curing the rejection, since
applicant need only submit a supplemental oath/declara-
tion with the above~described language, and it will be
entered to cure the rejection.

Where the application is in condition for allowance
and ne amendments or other corrections of error im the
patent have been made subseguent to the last oath/dec-
laration filed in the application, a supplemental reissue
oath/declaration under 37 CFR 1.175(b)(1) sheuld not
be required by the examiner. Instead, the examiner
should issue a Notice of Allowability indicating allow-
ance of the claims.

AFTER ALLOWANCE

Where applicant seeks to correct an ervor after allow-
ance of the application, any amendment of the patent
correcting the error must be submitted in accordance
with 37 CFR 1.312. As set forth in 37 CFR 1.312, no
amendment may be made as a matter of right in an ap-
plication after the mailing of the notice of allowance. An
amendment filed before the payment of the issue fee
may be entered on the recommendation of the primary
examiner, approved by the supervisory patent examiner,
without withdrawing the case from issue. An amendment
filed after the date the issue fee is paid must be accompa-
nied by a petition including the fee set forth in 37 CFR
1.17(i) and a showing of good and sufficient reasons why
the amendment is necessary and was not earlier present-
ed. This petition is decided by the Group Director.
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Because the amendment seeks to correct an error in
the patent, the amendment will affect the disclosure, the
scope of a claim, or add a claim, Thus, in accordance with
MPEP § 714.16, the remarks accompanying the amend-
ment must fully and clearly state:

(A) why the amendment is needed;

(B) why the proposed amended or new claims
require no additional search or examination;

(C) why the claims are patentable; and

(D) why they were not presented earlier.

A supplemental reissue oath/declaration must accom-
pany the amendment. The supplemental reissue oath/
declaration must state that the error(s) to be corrected
arose without any deceptive intention on the part of the
applicant. The supplemental reissue oath/declaration
submitted after allowance must be directed to the er-
ror(s) applicant seeks to correct after allowance. This
oath/declaration need not cover any earlier errors, since
all earlier errors should have been covered by a reissue
oath/declaration submitted prior to allowance.

Occasionally an error to be corrected after allowance
does not include an amendment of the specification or
claims of the patent. For example, the correction of the
error couid be the filing of a certified copy of the original
foreign application to obtain the right of foreign priority
under 35 U.S.C. 119 (see Brenner v State of Israel, 400
E2d 789, 158 USPQ 584 (D.C. Cir. 1968)). In such a case,
the requirements of 37 CFR 1,312 must still be met. This
is s0, because the correction of the patent is an amend-
ment of the patent, even though no amendment is physi-
cally entered into the case. Thus, for a reissue oath/dec-
laration submitted after allowance to correct an addi-
tional error {or errors), the reissue applicant must com-
ply with 37 CFR 1.312 in the manner discussed above.

1445 Reissué Application Examined in Same
Manner as Original Application

As stated in 37 CFR 1.176, a reissue application, in-
cluding all the claims thereif, is subject to “be examined
in the same manier as original applications.” According-
ly, the claims in a reissue application are subject to any
and all rejections which the examiner deems appropri-
ate. It does niot mattér whether the claims are identical
to those of the patent or changed from those in the pat-
ent. It also does not matter that a rejection was not made
in the prosecution of the patent, or could have been

made, or was in fact made and dropped during prosecu-
tion of the patent; the prior action in the prosecution of
the patent does not prevent that rejection from being
made in the reissue application. Claims in a reissue ap-
plication enjoy no “presumption of validity.” In re Doyle,
482 F2d 1385, 1392, 179 USPQ 227, 232233 (CCPA
1973); In re Sneed, 710 £2d 1544, 1550 n.4, 218 USPQ
385,389 n.4 (Fed. Cir. 1983). Likewise, the fact that dur-
ing prosecution of the patent the examiner considered,
may have considered, or should have considered infor-
mation such as, for example, a specific prior art docu-
ment, does not have any bearing on or prevent its use as
prior art during prosecution of the reissue application.

1448  Fraud, Inequitable Conduct, or Duty
of Disclosure Issnes

The Office no longer investigates and rejects reissue
applications under 37 CFR 1.56. The Office will not com-
ment upon duty of disclosure issues which are brought to
the attention of the Office in reissue applications except
to note in the application, in appropriate circumstances,
that such issues are no longer considered by the Office
during its examination of patent applications. Examina-
tion as to the lack of deceptive intent requirement in re-
issue applications will continue but without any inves-
tigation of fraud, inequitable conduct, or duty of disclo-
sure issues. Applicant’s statement in the reissue oath or
declaration of lack of deceptive intent will be accepted as
dispositive except in special circumstances such as an ad-
mission or judicial determination of fraud, inequitable
conduct, or violation of the duty of disclosure.

ADMISSION OR JUDICIAL DETERMINATION

An admission or judicial determination of fraud, ineq-
uitable conduct, or violation of the duty of disclosure is a
special circumstance, because no investigation need be
made. Accordingly, after consulting with the Group Spe-
cial Program Examiner, a rejection should be made using
the appropriate one of form paragraphs 14.21.09 or
14.22 as reproduced below.

Any admission of fraud, inequitable conduct or viola-
tion of the duty of disclosure must be explicit, unequivo-
cal, and not subject to other interpretation. Where a re-
jection is made based upon such an admission (see form
paragraph 14.22 below) and applicant responds with any
reasonable interpretation of the facts that would not
lead to a conclusion of fraud, inequitable conduct or
violation of the duty of disclosure, the rejection should
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be withdrawn. Alternatively, if applicant argues that the
admission noted by the examiner was not in fact an ad-
mission, the rejection should also be withdrawn.

Form Paragraph 14.21.09 should be used where the ex-
aminer becomes aware of a judicial determination of
fraud, inequitable conduct or violation of the duty of dis-
closure on the part of the applicant independently of the
record of the case, i.¢, the examiner has external knowl-
edge of the judicial determination.

Form Paragraph 14.22 should be used wherc, in the
application record, there is (a) an explicit, unequivocal
admission by applicant of fraud, inequitable conduct or
viclation of the duty of disclosure which is not subject to
other interpretation, or (b) information as to a judicial
determination of fraud, inequitable conduct or violation
of the duty of disclosure on the part of the applicant. Ex-
ternal information which the examiner believes to be an
admission by applicant should never be used by the ex-
aminer, and such external information should never be
made of record in the application.

€ 14.21.09 Rejection, 35U.8.C. 251, No Error MthoutDecepuve
Intention - External Knowledge

Claims [1) rejected urder 35 U.S.C. 251 since error “without any
deceptive intention” has not been established. In view of the judicial
determination in {2] of {3] on the part of applicant, a conclusion that any
error was “without deceptive intention” cannot be supported. {4]

Examiner Note:

1. Inbracket 1, list all claims in 1 the reissue application.

2. Inbracket 2, list the Court or administrative body which made the
judicial determination of fraud or inequitable conduct on the part of ap-
plicant.

3., Inbracket3,insert ——fraud——, — —inequitable conduct— — and/
or - -—vioclation of duty of d1sciosure— -

4,  Inbracket 4, point out where in the opinion (or holding) of the
Court or administrative body the judicial determination of fraud, inequi-
table conduct or violation of duty of disclosure is set forth. Page number
column number, and paragraph information should be given as to the
opinion (or hoidmg) of the Court or administrative body. The examiner
may add explanatory comments.

9 14.22 Rejection, 35 U.S.C. 251, No Error Without Deceptive
Intention—Evidence in the Application

Claims [1] rejected under 35 U.S.C. 251 since error “without any
deceptive intention” has not been established. In view of Paper No. [2],
filed [31, a conclusion that any exror was “without deceptive mtentmﬂ
cannot be supported.

{4l

Examiner Mote:

1. Inbracket 1, list all claims in the reissue application.

2.  Inbracket 2 insert the paper number providing an admission of
fraud, inequitable conduct orviolation of duty of disclosure, or that there
was a ]udlcxai determination of same.

3. Inbracket 3, insert the filing date of the paper.

4,  Inbracketd,insert astatement that there hasbeenan adm:ssmn or
ajudicial determinationoffraud, inequitable conduct orviolation of duty
of disclosure which provide circumstances why applicant’s statement in
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the oath or declaration of lack of deceptive intent should not be taken as
dispositive, Any admission of fraud, inequitable conduct or violation of
duty of disclosure must be explicit, unequivocal, and not subject to other
interpretation.

See MPEF § 2012 for additional discussion as to frat;d',
inequitable conduct or violation of duty of disclosure ina

reissue application.

1449 Protest Filed in Reissue Where Patent Is
in Interference

If a protest is filed in a reissue application related to a
patent involved in a pending interference proceeding,
the reissue application should be referred to the Special
Program Law Office (SPLO) before considering the pro-
test and acting on the application.

The SPLO will check to see that:

{A) all parties to the interference are aware of the
filing of the reissue; and ‘

(B) the Office does not allow claims in the reissue
which are unpatentable over the pending interference
count(s), or found unpatentable in the interference
proceeding.

1449.01 Concurrent Office Proceedings

37 CFR 1.565(d) provides that if “a reissue applica-
tion and a reexamination proceeding on which an order
pursuant to 37 CFR 1.525 has been mailed are pending
concurrently on a patent, a decision will normally be
made to merge the two proceedings or to stay one of the
two proceedings.” If an examiner becomes aware that a
reissue application and a reexamination proceeding are
both pending for the same patent, he or she should
inform the Group Special Program Examiner immediately.

Where a reissue application and a reexamination pro-
ceeding are pending concurrently on a patent, and an or-
der granting reexamination has been issued for the reex-
amination proceeding, the files for the reissue applica-
tion and the reexamination will be forwarded to the Of-
fice of the Deputy Assistant Commissioner for Patent
Policy and Projects for a decision whether to merge the
reissue and the reexamination, or stay one of the two,
See In re Onda, 229 USPQ 235 (Comm’r Pat. 1985). See
also MPEP § 2285. '

If the original patent is involved in an interference, the
examiner must consult the administrative patent judge
in charge of the interference before taking any action on
the reissue application. It is particularly important that
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the reissue application not be granted without the ad-
ministrative patent judge’s approval. See MPEP § 2360.

1450 Restriction and Election of Species

The examiner may not require restriction in a reissue
application (37 CFR 1.176 and MPEP § 1440). Even
where the original patent contains claims to different in-
ventions which the examiner considers independent
and distinct, and the reissue application claims the
same inventions, the examiner should not require re-
striction between them or take any other action with re-
spect to the question of plural inventions. Restriction
may only be requested by the applicant {37 CFR 1.177
and MPEP § 1451). In situations where a reissue appli-
cant presents claims for the first time that are distinct
and separate from the claims of the patent, the examiner
must follow the practice resulting from In re Amos, 953
F.2d 613, 618, 21 USPQ2d 1271, 1274 (Fed. Cir, 1991) as
set forth in MPEP § 1412.01,

A reissue applicant’s failure to timely file a divisional
application is not considered to be error causing a patent
granted on elected claims to be partially inoperative by
reason of claiming less than the applicant had a right to
claim. Thus, such error is not correctable by reissue of
the original patent under 35 U.S.C. 251. In re Watkinson,
900 F2d 230, 14 USPQ2d 1407 (Fed. Cir. 1990); In.re Ori-
ta, 550 F2d 1277, 1280, 193 USPQ 145, 148 (CCPA 1977).
See also In re Mead, 581 F. 2d 251, 198 USPQ 412 {(CCPA
1978). Likewise, if the original patent specification
shows an intent not to ¢laim the newly presented jnven-
tion, that invention cannot be added by reissue. In these
situations, the reissue claims should be rejected under 35
U.S.C. 251 for lack of defect in the original patent and
lack of error in obtaining the original patent. See also
MPEP § 1412.01.

When the original patent contains claims to a plurality
of species and the reissue application contains claims to
the same species, election of species should not be re-
quired even though there is no allowable generic claim. If
the reissue application presents claims to species not
claimed in the original patent, election of species should
not be required, but the added claims may be rejected,
where appropriate, for lack of defect in the original pat-
ent and lack of error in obtaining the original patent as
discussed above,

1400-35

1451 Divisional Reissue Applications;

Continuation Reissue Applications
Where the Parent is Pending

35 US.C. 251  Reissue of defective patents.

*kk %k

The Commissioner may issue several reissued patents for distinctand
separate parts of the thing patented, upon demand of the applicant, and
upon payment of the required fee for a reissue for each of such reissned
patents.

H ok ok

37 CFR 1.177.  Reissue in divisions.

The Commissioner may, in hisor her diseretion, cause several patents
to be issued for distinct and separate parts of the thing patented, upon
demand of the applicant, and upon payment of the required fee for each
division. Each division of a reissue constitutes the subject of a separate
specification descriptive of the part or parts of the invention claimed in
such division; and the drawing may represent only such part or parts,
subject to the provisions of §§ 1.83 and 1.84. On filing divisional reissue
applications, they shall be referred to the Commissioner, Unless
otherwise ordered by the Commissioner upon petition and payment of
the fee set forth in § 1.17¢i), ali the divisions of a reissue will issue
simultancously; if there is any controversy as to one division, the others
will be withheld from issue until the controversy is ended, unless the
Commissioner orders otherwise.

Questions relating to the propriety of divisional reis-
sue applications and continuation reissue applications
should be referred via the Group Special Program Ex-
aminer to the Special Program Law Office.

DIVISIONAL REISSUE APPLICATIONS

As is pointed out in MPEP § 1450, the examiner can-
not require restriction in a reissue application; only ap-
plicant can initiate a division of the claims by demand in
accordance with 37 CFR 1.177. Where the original pat-
ent claims contain several independent and distinct in-
ventions, they can be divided into separate divisional re-
issues if the applicant demands it. 37 CFR 1.177 sets
forth a possibility for filing divisional reissue applica-
tions,

When divisional reissue applications are filed, ap-
propriate amendments to the continuing data entries are
to be made to the first sentence of the specification, and
to the file wrappers, for all such applications, so that all
“sibling” divisional reissue applications are specifically
identified and notice is provided of all the “siblings.”

Situations yielding divisional reissues occur infre-
quently and usually involve only two such files. It should
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be noted, however, that in rare instances in the past,
there have been more than two (and as many as five) di-
visional reissues of a patent.

CONTINUATION REISSUE APPLICATIONS

A continuation of a reissue is by definition not “for
distinct and separate parts of the thing patented” as
called for in the second paragraph of 35 U.S.C. 251. The
decision of In re Graff, 111 E3d 874, 42 USPQ2d 1471
(Fed. Cir. 1997) interprets 35 U.8.C, 251 to permit multi-
ple reissue patents to issue even where the multiple reis-
sue patents are not for “distinct and separate parts of the
thing patented.” The court stated:

Section 251{2] is plainly intended as enabling, not
as limiting. Section 251[2] has the effect of
assuring that a different burden is not placed on
divisional or continuation reissue applications,
compared with divisions and continuations of
original applications, by coditying the Supreme
Court decision which recognized that more than
one patent can result from a reissue proceeding.
Thus § 251[2] places no greater burden on
Mr. Graff’s continuation reissue application than
upon a continuation of an original application;
§ 251[2] neither overrides, enlarges, nor limits the
statement in § 251[3] that the provisions of Title
35 apply to reissues.

111 E3d at 877, 42 USPQ2d at 1473. Accordingly, a con-
tinuation of a reissue application will be permitted to is-
sue (despite the presence of the parent reissue) where
the continuation complies with the rules for reissue.
The parent and the continuation reissue applications
should be examined together if possible. An appropriate
amendment to the continuing data entries is to be made
to the first sentence of the specification, and to the file
wrappers, for both the parent and the continuation reissue
applications, so that the parent—continuation relation-
ship of the reissue applications is specifically identified
and notice is provided of both reissue applications.
Where the parent reissue application issues prior to
the examination of the continuation, the claims of the
continuation should be carefully reviewed for double
patenting over the claims of the parent. Where the par-
ent and the continuation reissue applications are ex-
amined together, a provisional double patenting rejec-
tion should be made in both cases as to any ovetlapping
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claims. See MPEP § 804 — § 804.04 as to double patent-
ing rejections. -

If the parent reissue application issues without any
cross reference to the continuation, amendment of the
parent reissue patent to include a cross—reference to the
continuation should be required, which applicant should
do by requesting a Certificate of Correction.

1453 Amendments to Reissue Applications

37 CFR 1.121. Manner of making amendmenls.

EEEEES

(v) Amendments in reissue applications: Amendments in reissue
applications are made by filing a paper, in compliance with § 1.52,
directing that specified amendments be made.

(1) Specification other than the claims. Amendments to the
specification, other than to the claims, may only be made as follows:

(i) Amendments must be made by submission of the
entire text of a newly added or rewsitten paragraph(s) with markings
pursuant to paragraph (b)(1)(iii) of this section, except that an entire
paragraph maybe deleted bya statoment deleting the paragraph without
presentation of the text of the paragraph.

(ii) The precise point in the specification must be indi-
cated where the paragraph to be amended is located. ‘

(iii) Underlining below the subject matter added to the
patent and brackets around the subject matter deleted from the patent
are o be used to mark the amendments being made.

(2) Claims. Amendments to the claims may only be made as
follows:

(){A) The amendment must be made relative to the patent
claims in accordance with paragraph (b)(6) of this section and must
include the entire text of each claim which is being amended by the
current amendment and of each claim being added by the current
amendment with markings pursuant to paragraph (b)(2)(F)(C) of this
section, except that a patent claim or added claimshould be cancelled by
a statement cancelfing the patent claim or added claim without
presentation of the text of the patent claim or added claim.

(B) Patent claims must not be renumbered and the
numbering of any claims added to the patent must follow the number of
the highest numbered patent claim.

(C) Underliningbelow the subject matter added tothe
patent and brackets around the subject matier deleted from the patent
are to be used to mark the amendments being made. If a claim is
amended pursuant {0 paragraph (b)(2)(1)(A) of this section, a pares-
thetical expression “amended,” “twice amended,” etc., should foltow the
original claim number.

(i) Eachamendmentsubmission mustsetforth thestatus
(i.e., pending or cancelled) asof the date of the amendment, of all patent
ctaims and of all added claims.

(iif} Each amendment when originally submitted must be
accompanied by an explanation of the support in the disclosure of the
patent for the amendment along with any additional comments on
page(s) separate from the page(s) containing the amendment.

(3) Drawings. '

(i) Amendments to the original patent drawings are not
permitted, Any change to the patent drawings must be by way of anew
sheet of drawings with the amended figurcs identified as “amended” and
with added figures identified as “new” for eachsheet changed submitted
in compliance with § 1.84,

1400-36
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(i} Where achange to the drawings is desired, a sketch in
permanent ink showing proposed changes in red, to become part of the
record, must be filed for approval by the examiner and should be in a
separate paper.

(4) The disclosure must be amended, when required by the
Office, to correct inaccuracies of description and definition, and to
secure substantial correspondence between the claims, the remainder of
the specification, and the drawings.

(5) Noreissue patent shall be granted enlarging the scope of
the claims of the original patent unless applied for within two years from
the grant of the original patent, pursuamt to 35 U.S.C. 251. No
amendment to the patent may introduce new matter or be made in an
expired patent.

(6) All amendments must be made relative to the patent
specification, including the claims, and drawings, which is in effect as of
the date of filing of the reissue application.

The provisions of 37 CFR 1.121(b) apply to amend-
ments in reissue applications. The practice outlined in
this section must be complied with for any amendment
submitted in a reissue application on or after December
1, 1997.

Amendments submitted before December 1, 1997
{under the prior practice) need not, and should not, be
re—submitted under the current practice. However, if an
amendmentis in fact re—submitted, it will be entered, un-
less non—entry is directed or approved by the SPE or
SPRE.

THE SPECIFICATION

37 CFR 1.121(b)(1) relates to the manner of making
amendments to the specification other than the claims.
It is not to be used for making amendments to the claims
or the drawings.

37 CFR 1.121 (b)(1)(i) requires that all amendments
which include any deletions or additions must be made
by submission of a copy of each rewritten paragraph with
markings (brackets and underlining), with the exception
that an entire paragraph of specification text may be de-
leted by a statement deleting the paragraph without pre-
sentation of the text of the paragraph. 37 CFR 1.121
(b){1)(i}) also requires that all paragraphs which are add-
ed to the specification be submitted as completely under-
lined. In 37 CFR 1.121(b)(1)(ii), it is required that the
precise point where cach amendment is made must be in-
dicated by applicant. 37 CFR 1.121(b)(1)(iii) defines the
markings set forth in (b)(1)(ii) as being brackets for dele-
tion and underlining for addition.

Al bracketing and underlining is made in comparison
to the original patent, not in comparison to the prior
amendment,
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Where a change is made in one sentence, paragraph or
page, and the change increases or decreases the size of
the sentence, paragraph or page, this will have no effect
on the body of the reissue specification. This is because
all insertions are made as blocked additions of para-
graphs, which are not physically inserted within the spec-
ification papers. Rather, each blocked paragraph is as-
signed a letter and number, and a caret wriiten in the
specification papers indicates where the blocked para-
graph is to be incorporated. In view of this, a reissue ap-
plicant need not be concerned with page formatting con-
siderations when presenting amendments to the Office.

THE CLAIMS

37 CFR 1.121(b)(2) relates to the manner of making
amendments to the claims in reissue applications. It is
not to be used for making amendments to the remainder

of the specification or to the drawings.
The provisions of 37 CFR 1.121(b}(2)(i)(A) require:

(A) For each claim that is being amended by the
amendment being submitted (the current amendment),
the entire text of the claim must be presented with
markings;

(B) For each new claim added to the reissue by the
amendment being submitted (the current amendment),
the entire text of the added claim must be presented;

(C) A patent claim should be canceled by a
direction to cancel that claim; there is no need to present
the patent claim surrounded by brackets; and

(D) A new claim (previously added in the reissue)
should be canceled by a direction to cancel that claim.,

37 CFR 1.121{b)(2)(i)(B) states that original patent
claims must not be renumbered. A patent claim retains
its number even if it is cancelled in the reissue proceed-
ing, and the numbering of any added claims must begin
after the last original patent claim. 37 CFR
L121(b)(2)(i)(C) identifies the type of marking required
by reference to 37 CFR 1.121(b}{(2)(i)(A), i.e, underlin-
ing for added material and single brackets for material
deleted.

In accordance with 37 CFR 1.121(b)(2)(ii), each
amendment submitted must set forth the status of all
patent claims and all added claims as of the date of the
submission. The status to be set forth is whether the
claim is pending or canceled. The failure to submit the
claim status will generally result in a notification to appli-
cant that the amendment prior fo final rejection is not
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completely responsive (see 37 CFR 1.135(c)). Such an
amendment after final rejection will not be entered.

In accordance with 37 CFR 1.121(b)(2)(iii), each
claim amendment must be accompanied by an explana-
tion of the support in the disclosure of the patent for the
amendment (i.e., support for the changes made in the
claim(s), including support for any insertions and dele-
tions). The failure to submit an explanation will general-
ly result in a notification to applicant that the amend-
ment prior to final refection is not completely responsive
(see 37 CFR 1.135(c)). Such an amendment after final re-
jection will not be entered. Finally, 37 CFR 1.121(b)(5)
provides thai:

(A} No reissuc patent shail be granted enlarging
the scope of the claims, unless applied for within two
years from the grant of the original patent,

(B} no amendment may introduce new matter,
and

(C) no amendment may be made in an expired
patent,

See MPEP § 1412.03 for further discussion as to the
time limitation on enlarging the scope of the patent
claims in a reissue application.

THE DRAWINGS

37 CFR 1.121(b)(3) relates to the manner of making
amendments to the drawings.

In 37 CFR 1.121(b)(3), it is clarified that amendments
to the original patent drawings are not permitted, and
that any change must be by way of a new sheet of draw-
ings with the amended figures being identified as
“amended” and with added figures identified as “new”
for each sheet that has changed. See also MPEP § 1413
for a further discussion as to the drawings.

Form paragraph 14.20.01 may be used to advise appli-
cant of the proper manner of making amendments in a
reissue application.

9 14.20.01 Amendments To Reissue—37 CFR 1.121(b)

Applicant is notified that any subsequent amendment to the specifi-
cation and/or claims must comply with 37 CFR 1.121(b).

Examiner Note:
This form paragraph may be used in the first Office action to advise

applicant of the proper manner of making amendments.

Form paragraph 14.21.01 may be used to notify appli-
cant that proposed amendments filed prior to final rejec-

July 1998

tion in the reissue application do not comply with 37
CFR 1.121(b). )

9 14.21.01 ImproperAmendment To Reissue — 37CFR1.121(b)

The amendment filed [1] proposes amendments to [2] that do not
comply with 37 CFR 1.121(b), which sets forth the manner of making
amendments in reissue applications. A supplemental paper correctly
amending the reissue application is required.

* A shortened statutory period for reply to this letter is set to expire
ONE MONTH or THIRTY DAYS, whichever is longer, from the
mailing date of this letter,

Examiner Note:

This paragraph may be used for any37CFR 1.121(b) informality as to
an amendment sabmitted in a reissue application prior to final rejection.
After final rejection, applicant should be informed that the amendment

will not be entered in an Advisory Office action,

Note that if an informal amendment is submitted after
final rejection, form paragraph 14.21.01 should not be
used. Rather, an advisory Office action should be issued
using Form PTO-303 indicating that the amendment
was not entered because it does not comply with 37 CFR
1.121(b), which sets forth the manner of making amend-
ments in reissue applications.

ALLE, CHANGES ARE MADE VIS—4~ViIS THE PAT-
ENT TO BE REISSURD

When a reissue patent is printed, all underlined mat-
ter is printed in italics and all brackets are printed as in-
serted in the application, in order to show exactly which
additions and deletions have been made to the patent
being reissued. Therefore, all underlining and bracket-
ing in the reissue application should be made relative to
the text of the patent, as follows. In accordance with 37
CFR 1.121(b)(6), all amendments in the reissue applica-
tion must be made relative to (i.e, vis—a~vis) the patent
specification in effect as of the date of the filing of the
reissue application. The patent specification includes
the claims and drawings. If there was a prior change to
the patent (made via a prior concluded reexamination
certificate, reissue of the patent, certificate of correc-
tion, etc.), the first amendment of the subject reissue ap-
plication must be made relative to the patent specifica-
tion as changed by the prior proceeding or other mecha-
nism for changing the patent. All amendments subse-
quent to the first amendment must also be made relative
to the patent specification in effect as of the date of the
filing of the reissue application, and not relative to the
prior amendment.
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The Subject Patent Already Has Underlining or Bracketing

If the original (or previously changed) patent includes
a formula or equation already having underlining or
bracketing therein as part of the formula or equation,
any amendment of such formula or equation should be
made by bracketing the entire formula and rewriting and
totally underlining the amended formula in the re—pre-
sented paragraph of the specification or rewritten claim
in which the changed formula or equation appears.
Amendments of segments of a formula or equation
should not be made. If the original patent includes brack-
eting and underlining from an earlier reexamination or
reissue, double brackets and double underlining should
be used in the subject reissue application to identify and
distinguish the present changes being made. The subject
reissue, when printed, would include double brackets
(indicating deletions made in the subject reissue) and
boldface type (indicating material added in the subject
reissue). :

EXAMPLES OF PROPER AMENDMENTS

A substantial number of problems arise in the Office
because of improper submission of amendments in reis-
sue applications. The following examples are provided to
assist in preparation of proper amendments to reissue
applications.

Original Patent Description or Patent Claim Amended

Example (1)

If it is desired to change the specification at column 4
line 23, to replace “is” with ——are——, submit a copy of
the entire paragraph of specification of the patent being
amended with underlining and bracketing, and point out
where the paragraph is located, e.g.,

Replace the paragraph beginningatcolumn4, line 23
with the following:

Scanning [is} are controlled by clocks which are, in tarn,
controlled from the display tube line synchronization.
Thesignalsresulting fromscanning the scope of the char-
acter are delivered in parallel, then converted into serial
mode through a shift register wherein the shiftsignal fre-
quency is controlled by a clock that s, in turn, controlled
from the display tube line synchronization,
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Example (2)

For changes to the claims, one must submit a copy of
the entire patent claim with the amendments shown by
untderlining and bracketing, e.g.,

Amend claim 6 as follows:

Claim 6(Amended). Theapparatusof claim [S] 1 wherein
the {first] second piezoelectric element is parallel to the
[second] third piezoelectric element.

If the dependency of any original patent claim is to be
changed by amendment, it is proper to make that origi-
nal patent claim dependent upon a later filed higher
numbered claim.

Cancellation of Claim(s)

Example (3}

To cancel an original patent claim, in writing, direct
cancellation of the patent claim, e.g.,

Cancel claim 6.

Example (4)

To cancel a new claim (previously added in the reis-
sue), in writing, direct cancellation of the new claim, e.g.,

Cancel claim 15.

Preseniation of New Claims

Example {5

Each new claim (i.e., a claim not found in the patent,
that is newly presented in the reissue application) should
be presented with underlining throughout the claim, e.g.,

Add claim 7 as follows:

Claim 7. The apparatys of claim 5 further comprising
CICCITOOES 3 h. L . [ ' dCeS OF i 2120

Even though original claims may have been canceled, the
numbering of the original claims does not change. Ac-
cordingly, any added claims are numbered beginning
with the number next higher than the number of claims in
the original patent. If new claims have been added to the
reissue application which are later canceled prior to is-
suance of the reissue patent, the examiner will renumber
any remaining new claims in numerical order to foliow
the number of claims in the original patent.
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Amendment of New Claims

An amendment of a “new claim” (i.e., a claim not
found in the patent, that was previously presented in the
reissue application) must be done by presenting the
amended “new claim” containing the amendatory mate-
rial, and completely underlining the claim. The presenta-
tion cannot contain any bracketing or other indication of
what was in the previous version of the claim. This is be-
cause all changes in the reissue are made vis—a—vis the
original patent, and not in comparison to the prior
amendment. Although the presentation of the amended
claim does not contain any indication of what is changed
from the previous version of the claim, applicant must
point out what is changed, in the “Remarks” portion of
the amendment. Also, as per 37 CFR 1.121{(b)(2}(C)(iii),
each change made in the claim must be accompanied by
an explanation of the support in the disclosure of the pat-
ent for the change.

Amendment of Original Patent Claims More Than Once

The following illustrates proper claim amendment of
original patent claims in reissue applications:

A. Patent claim.

Claim 1. A cuiting means having a handle portion and a
blade portion.

B. Proper first amendment format.

Claim 1 (Amended). A [cutting means] knife having a
hone handle portion and a potched blade portion.

C. Proper second amendment format,

Claim 1 (Fvice Amended). A [cutting means] knife hav-
ing a handle portion and a serrated biade portion. -

Note that the second amendment must include the
changes previously presented in the first amendment,
i.., [cutting means] knife, as well as the new changes pre-
senteq in the second amendment, i.c., serrated. .

The word bone was presented in the first amendment
and is now to be deleted in the second amendment. The
word “bone” is NOT to be shown in brackets in the sec-
ond‘amendment. Rather, the word “bone” is simply
omitted from the claim, since “bone” never appeared in
the patent. An explanation of the deletion should appear
in the remarks.
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The word notched which was presented in the first
amendment is replaced by the word serrated in the sec-
ond amendment. The word notched is being deleted in
the second amendment and did not appear in the patent;
accordingly, “notched” is not shown in any form in the
claim, The word serrated is being added in the second
amendment, and accordingly “serrated” is added to the
claim and is underlined. .

In the second amendment, the deletions of “notched”
and “bone” are not changes from the original patent
claim text and therefore are not shown in brackets in the
second amendment. In both the first and the second
amendments, the entire claim is presented only with the
changes from the griginal patent text.

1454 Appeal Brief

The requirements for an appeal brief are set forth in
37 CFR 1.192 and MPEP § 1206, and they apply to a reis-
sue application in the same manner that they apply to a
non—reissue application. There is, however, a differ-
ence in practice as to presentation of the copy of the
claims in the appeal brief for a reissue application. The
claims on appeal presented in an appeal brief for a reis-
sue application should include all underlining and brack-
eting necessary io reflect the changes made to the patent
claims during the prosecution of the reissue application.
In addition, any new claims added in the reissue applica-
tion should be completely underlined.

1455 Allowance and Issue

“BLUE SLIP”

In all reissue applications prepared for issue, the pat-
ent number of the original patent which is being reissued
should be placed in the box provided therefor below the
box for the applicant’s name on the blue Issue Classifica-
tion Slip (form PTO~270). Otherwise, the Issue Classi-
fication Slip is prepared in the same manner as for a
non-reissue application.

For 09/ series applications, the patent number of the
original patent which is being reissued should be placed
on the face of the file wrapper above the box “PRE-
PARED AND APPROVED FOR ISSUE” just after
“(Ext. Initials)” in the line reading “SURRENDER OF

ORIGINAL PATENT (Exr. Initials).”

CHANGES TO THE ORIGINAL PATENT

The specifications of reissue patents will be printed in
such a manner as to show the changes over the original
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patent text by enclosing any material omitted by the reis-
sue in heavy brackets [ ] and printing material added by
the reissue in italics. 37 CFR 1.173 (see MPEP § 1411)
requires the specification of a reissue application to be
presented in a specified form, specifically designed to fa-
cilitate this different manner of printing, as well as for
other reasons. .

~ The printed reissue patent specification will carry the
following heading, which will be added by the Publishing
Division of the Office of Patent Publication:

“Matter enclosedin heavybrackets| Jappearsin the orig-
inal patent but forms no part of this reissue specification;
matter printed in italics indicates the additions made by
reissue.”

The examiners should see that the specification is in
proper form for printing. Examiners. should carefully
check the entry of all amendments to ensure that the
changes directed by applicant will be accurately printed
in any reissue patent that may ultimately issue. Matter
appearing in the original patent which is omitted by reis-
sue should be enclosed in heavy brackets, while matter
added by reissue shoudd be underlined,

Any material added by amendment in the reissue ap-
plication which is later canceled should be crossed
through, and not bracketed, Material cancelled from the
original patent should be enclosed in brackets, and not
lined through. '

All the claims of the original patent should appear in
the reissue patent, with canceled patent claims being en-
closed in brackets.

CLAIM NUMBERING

No renumbering of the original patent claims is per-
mitted, even if the dependency of a dependent patent
claim is changed by reissue so that it is to be dependent
on a subsequent higher numbered claim,

When a dependent claim in a reissue application de-
pends upon a claim which has been canceled, and the de-
pendent claim is not thereafter made dependent upon a
pending claim, such a dependent claim must be rewritten
in independent form. :

New claims added during the prosecution of the reis-
sue application should follow the number of the highest
numbered patent claim and should be completely under-
lined to indicate they are to be printed in italics. Often,
as a result of the prosecution and examination, some new
claims are canceled while other new claims remain.
When the reissue is allowed, any claims remaining which
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are additional to the patent claims (i.e., claims added via
the reissue) should be renumbered in sequence starting
with the number next higher than the number of claims in
the original patent. Therefore, the number of claims al-
lowed will not necessarily correspond to the number of
the Jast claim in the reissue application, as allowed.

CLAIM DESIGNATED FOR PRINTING

At least one claim of an allowable reissue application
must be designated for printing in the Official Gazette.
Whenever at least one claim has been amended or added
in the reissue, the claim (claims) designated must be (or
include) a claim which has been changed or added by the
reissue. A canceled claim is not to be designated as the
claim for the Official Gazette.

If there is no change in the claims of the allowabie reis-
sue application (i.e., they are the same as the claims of
the original patent) or, if the only change in the claims is
the cancellation of claims, then the most representative
pending allowed claim is designated for printing in the
Official Guazette.

PROVIDING PROPER FORMAT

Where a reissue application has not been prepared in
the above—indicated manner, the examiner may request
from the applicant a clean copy of the reissue specifica-
tion prepared in the indicated form. However, if the
deletions from the original patent are small, the reissue
application can be prepared for issue by putting the
bracketed inserts at the appropriate places and suitably
numbeéring the addeéd claims.

PARENT APPLICATION DATA

All parent application data on the front face of the
original patent file wrapper should be placed on the front
face of the reissue file wrapper, if it is still proper.

It sometimes happens that the reissue is a continuation
of another reissue application, and there is also original—
patent parent application data, The examiner should en-
sure that the parent application data on the original patent
is properly combined with the parent application data of
the reissue, in the text of the specification and on the front
face of the reissue file wrapper. The combined statement as
to parent application data should be checked carefully for
proper bracketing and underlining.
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REFERENCES CITED AND PRINTED

The list of references to be printed in the reissue pat-
ent should include both the references cited during the
original prosecution as well as the references cited dur-
ing the prosecution of the reissue application. A patent
cannot be reissued solely for the purpose of adding cita-
tions of additional prior art.

TRANSFER OF DRAWINGS

Where there are no formal drawings in the reissue ap-
plication, the examiner should carefully inspect the
reissue file for the presence of a request by applicant to
transfer the drawings from the patent to the reissue ap-
plication. If the request is present, the drawings should
be transferred at the time of allowance, with the ap-
propriate transfer notation being made on the patent file
and the reissue file. See MPEP § 1413.

EXAMINER’S AMENDMENT AND SUPPLEMEN-
TAL DECLARATION

When it is necessary to amend the reissue application
in order to place the application in condition for allow-
ance, the examiner may:

(A) request that applicant provide the amend-
ments (e.g., by facsimile transmission or by hand-carry);
or

(B) make the amendments, with the applicant’s
approval, by a formal examiner’s amendment.

If the changes are made by a formal examiner’s amend-
ment, the enfire paragraph(s) or claim(s) being amended
must be presented in rewritten form for any deletions or
additions (other than the cancellation of a claim or dele-
tion of a paragraph, where instructions to delete the en-
tire paragraph or claim would be sufficient). See MPEP
§ 1453. An examiner’s amendment must comply with
37 CFR 1.121(b) in the same manner as an amendment
submitted by applicant must comply with 37 CFR
1.121(b). Even where the amendments to the claims or
specification are minor in nature, the examiner’s amend-
ment must present the entire claim(s) or the entire para-
graph(s) being amended in rewritten form for any dele-
tions or additions.

If it is necessary to amend a claim or the specification
in order to correct an “error” under 35 U.S.C. 251 and
thereby place the application in condition for allowance,
then a supplemental oath or declaration will be required.
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See MPEP § 1444, The examiner should telephone ap-
plicant and request the supplemental oath or declara-
tion, which must be filed before the apphcat:on can be
counted as an allowance.

1456 Reissue Review

All reissue applications are monitored and reviewed
in the Examining Groups by the Office of the Special
Program Examiner (includes SPRE, paralegal or other
technical support who might be assigned as backup) at
several stages during the prosecution. In order to ensure
that SPREs are aware of the reissue applications in their
groups, a pair of terminal—specific PALM flags have
been created which must be set by the SPRE before cer-
tain PALM transactions can be completed. First, whena
new reissue application enters the Examining Group, a
PALM flag must be set at a SPRE PALM terminal before
a docketing transaction will be accepted. By having to set
this first flag, the SPRE is made aware of the assignment
of the reissue application to the Group and can take
steps, as may be appropriate, to instruct the examiner on
reissue—specific procedures before the examination
process begins, as well as throughout the period that the
examiner is handling the reissue application. Further, a
second PALM flag must be set at a SPRE PALM terminal
before a Notice of Allowance can be generated or the
PALM transaction for an issue revision can be entered,
thereby ensuring that the SPRE is made aware of when
the reissue application is being allowed so that the SPRE
may be able to conduct a final review of the reissue ap-
plication, if appropriate.

After leaving the Examining Groups, all reissue ap-
plications go through a screening process which is cur-
rently performed in the Special Program Law Office.
The screening process which includes review of the reis-
sue oath or declaration for compliance with 37 CFR
1.175, review of the presentation and entry of reissue
amendments for compliance with 37 CFR 1.121(b), and
review of other matters to ensure adherence to current
reissue practices. A patentability review is made in a
sample of reissue applications by the Office of Patent
Quality Review. The screening process and the patent-
ability review are appropriate vehicles for correcting
errors, identifying problem areas and recognizing
trends, providing information on the uniformity of prac-
tice, and providing feedback to the Examining Groups.
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1460 Effect of Reissue

35US.C. 252, Effect of reissue.

The surrender of the original patent shall take effect upon the issue of
the reissued patent, and every reissued patent shalf have the same effect
and operation in law, on the trial of actions for causes thereafter arising,
asifthesame hadbeenoriginallygrantedinsuchamended form, butinso
far as the claims of the original and reissued patents are identical, such
swrender shall not affect any action then pending nor abate any cause of
action then existing, and the reissued patent, to the extent that its claims
are identical with the original patent, shall constitute a continuation
thercof and have effect continuously from the date of the original patent.

Acreissued patent shall not abridge or affect the right of any person or
that person’s successors in business who, prior to the grant of a reissue,
made, purchased, offered to sell, or used within the United States, or
imported into the United States, anything patented by the reissued
patent, to continue the use of, 1o offer to sell, or to self to others to be
used, offered for sale, or sold, the specific thing so made, purchased,
offered for sale, used, or imported unless the making, using, offering for
sale, or selling of such thing infringes a valid claim of the reissued patent
whichwasin the original patent. The court before which such matter is in
questionmay provide for the continued manufacture, use, offer for sale,
or sale of the thing made, purchased, offered for sale, used, or imported
as specified, or for the manufaciure, use, offer for sale, or sale in the
United States of which substantial preparation was made before the
grant of the reissue, and the court may also provide for the continued
practice of any process patented by the reissue thatis practiced, or forthe
practice of which substantial preparation was made, before the grant of
the reissue, to the extent and under such terms as the court deems
equitable for the protection of investments made or business com-
menced before the grant of the reissue.

The effect of the reissue of a patent is stated in 35
U.S.C. 252. With respect to the Office treatment of the
reissued patent, the reissued patent will be viewed as if
the original patent had been originally granted in the
amended form provided by the reissue.

1480 Certificates of Correction — Office
Mistake

35 US.C. 254 Certificate of correction of Patent and
Trademark Office mistake.

Whenever a mistake in a patent, incurred through the fault of the
Patent and Trademark Office, is clearly disclosed by the records of the
Office, the Commissioner may issue a certificate of correctionstating the
fact and nature of such mistake, under seal, without charge, to be
recorded in the records of patents. A printed copy thereof shall be
attached to each printed copy of the patent, and such certificate shall be
considered as part of the original patent. Every such patent, together
with such certificate, shall have the same effect and operation in law on
the trial of actions for causes thereafter arising as if the same had been
originally issued in such corrected form. The Commissioner may issue a
corrected patent without charge in lieu of and with like effect as a
certificate of correction.
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37 CFR 1.322. Certificate of correction of Office mistake.

(a) A certificate of correction under 35 U.5.C. 254 may be issued at
the request of the patentee or the patentee’s assignee. Such certificate
will not be issued at the request or suggestion of anyone not owning an
interest in the patent, nor on motion of the Office, without first notifying
the patentee (including any assignee of record) and affording the
patentee an opportunity to be heard. When the request relates to a
patent involved in an interference, the request shall comply with the
requirements of this section and shall be accompanied by a motion under
§ 1.635.

(b) If the nature of the mistake on the part of the Office is such thata
certificate of correction is deemed inappropriate in form, the Commis-
sioner may issue a corrected patent in leu thereof as amore appropriate
form for certificate of correction, without expense to the patentee.

Mistakes incurred through the fault of the Office are
the subject of Certificates of Correction under 37 CFR
1.322. If such mistakes are of such a nature that the
meaning intended is obvious from the context, the Office
may decline to issue a certificate and merely place the
correspondence in the patented file, where it serves to
call atteniion to the matter in case any question as to it
arises.

Letters which merely call attention to errors in pat-
ents, with a request that the letter be made of record in
the patented file, will not be acknowledged.

In order to expedite all proper requests, a Certificate
of Correction should be requested only for errors of con-
sequence. Instead of a request for a Certificate of
Correction, letters making errors of record should be uti-
lized whenever possible,

Fach issue of the Official Gazette (patents section) nu-
merically lists alt United States patents having Certifi-
cates of Correction. The list appears under the heading
“Certificates of Correction for the week of (date).”

1481 Applicant’s Mistake

35 US.C, 255, Certificate of correction of applicant’s mistake.

Whenever a mistake of a clerical or typographical nature, or of minor
character, which was not the fault of the Patent and Trademark Office,
appears in a patent and a showing has been made that such mistake
occurred in good faith, the Commissioner may, upon payment of the
required fee, issue a certificate of correction, if the correction does not
involve such changes in the patent as would constitute new matter or
would require re—~examination. Such patent, together with the certifi-
cate, shall have the same effect and operation in law on the trial of actions
for causes thereafter arising as if the same had been originally issued in
such corrected fonm.

37 CFR 1.323. Certificate of correction of applicant’s mistake.
Whenever a mistake of a clerical or typographical nature or of minor
character which was not the fault of the Office, appears in a patentand a
showing is made that such mistake occurred in good faith, the Commis-
sioner may, upon payment of the fee sct forth in § 1.20(a), issue a
certificate, if the correction docs not involve such changes in the patent
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as would constitute new matter or would require reexamination. A
request for a certificate of correction of a patent involved in an
interference shall comply with the requirements of this section and shail
be accompanied by a motion under § 1.635.

37 CFR 1.323 relates to the issuance of Certificates of
Correction for the correction of errors which were not
the fault of the Office. Mistakes in a patent which are
not correctable by Certificate of Correction may be cor-
rectable via filing a reissue application (see MPEP § 1401
— § 1460).

In re Amott, 19 USPQ2d 1049, 1052 (Comm’r Pat.
1991) specifies the criteria of 35 U.S.C. 255 (for a certifi-
cate of correction) as follows:

Two separate statutory reguirements must be metbefore
a certificate of correction for an applicant’s mistake may
issue. The first statutory requirement concerns the na-
ture, i.e., type, of the mistake for which a cotzection is
sought. The mistake must be;

{1) of a clerical nature,

(2) of a typographical nature, or

(3) a mistake of minor character.

Thesecondstatutoryrequirement concerns the nature of
theproposedcorrection. Thecorrectionmustnotinvolve
changes which would:

(1) constitute new matter or

(2) require reexamination.

if the above is not satisfied, then reissue must be used.
Usually, any mistake affecting claim scope must be cor-
rected by reissue. ‘

A mistake is not considered to be of the “minor” char-
acter required for the issuance of a Certificate of Correc-
tion if the requested change would materially affect the
scope or meaning of the patent. See also MPEP
§ 1412.04 as to correction of inventorship via certificate
of correction or reissue. ‘

The fee for providing a correction of applicant’s mis-
take, other than inventorship, is set forth in 37 CFR
1.20(a). The fee for correction of inventorship is set forth
in 37 CFR 1.20(b).

CORRECTION OF ASSIGNEES’ NAMES

The Issue Fee Transmittal Form portion
(PTOL—85B) of the Notice of Allowance provides a
space (item 3) for assignment data which should be com-
pleted in order to comply with 37 CFR 3.81. Unless an
assignee’s name and address are identified in the ap-
propriate space for specifying the assignee, (i.e., item 3
of the Issue Fee Transmittal Form PTOL—85B), the pat-
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ent will issue to the applicant. Assignment data printed
on the patent will be based solely on the information so
supplied.

A request for a certificate of correction under
37 CFR 1.323 arising from incomplete or erroneous as-
signee’s name furnished in item 3 of PTOL~85B will not
be granted unless a petition under 37 CFR 1.183 has
been granted. Any such petition under 37 CFR 1.183
should be directed to the Office of Petitions and should
include:

(A) the petition fee required by 37 CFR 1.17(h};

(B) a request that 37 CFR 3.81(a) be waived to
permit the correct name of the assignee to be provided
after issuance of the patent;

(C) a statement that the failure to include the
correct assignee name on the PTOL.—-858 was inadver-
tent; and '

(D) a copy of the Notice of Recordation of
Assignment Document.

CORRECTION OF INVENTORS’ NAMES

35 U8.C. 256. Correction of named inventor.

Whenever through error a person is named in an issued patent as the
inventor, or through ezror an inventor is not named in an issued patent
and such error arose without any deceptive intention on his part, the
Commissioner may, on application of all the parties and assignees, with
proofofthe facts and such other requirementsas may be imposed, issuea
certificate correcting such error.

The error of omitting inventors or naming persons who are not
inventors shalinot invalidate the patent in which such error occurred ifit
can be corrected as provided in this section, The court before which such
matter is called in question may order correction of the patent on notice
and hearing of all parties concerned and the Commissioner shall issue a
certificate accordingly.

In requesting the Office to effectuate a court order
correcting inventorship in a patent pursuant to 35 U.S.C.
256, a copy of the court order and a certificate of correc-
tion under 37 CFR 1.323 should be submitted to the Cer-
tificates of Corrections Branch.

37 CFR 1.324. Correction of inventorship in patent.

(2) Whenever through error a person is named in an issued
patent as the inventor, or through error an inventor is not named in an
issued patent and such error arose without any deceptive intention on his
or her part, the Commissioner may, on petition, or on order of a court
before which such matter is called in question, issue a certificate naming
only the actual inventor or inventors. A petition to correct inventorship
of a patent involved in an interference must comply with the require-
ments of this section and must be accompanied by a motion under §
1.634.

(b) Any petition pursuant to paragraph (a) of this section must
be accompanied by:
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(1) A statement from each person who is being added as an
inventor and from each person who is being deleted as an inventor that
theinventorship error ocourred without any deceptive intentionon hisor
her part;

(2} Astatement from the current named inventors who have
not submitted a statement under paragraph (b)(1) of this section either
agreeing to the change of inventorship or stating that they have no
disagreement in regard to the requested change;

(3) Astatement from all assignees of the parties submitting a
statement under paragraphs (b)(1) and (b)(2) of this section agreeing to
the change of inventorship in the patent, which statement must comply
witl: the requirements of § 3.73(b) of this chapter; and

{4) The fee set forth in § 1.20(b).

The petition to correct inventorship under 37 CFR
1.324 must include the statements and fee required by 37
CFR 1.324(b).

Under 37 CFR 1.324(b)(1), a statement is required
from each person who is being added as an inventor, and
each person who is being deleted as an inventor, that the
inventorship error occurred without any deceptive
intention on their part. In order to satisfy this, a state-
ment such as the following is sufficient:

“The inventorship error of failing to include John Smith
as an inventor of the patent occurred without any decep-
tive intention on the part of the applicant.”

Nothing more is required. The examiner will determine
only whether the statement contains the required lan-
guage; the examiner will not make any comment as to
whether or not it appears that there was in fact deceptive
intention (sec MPEP § 2022.05).

Under 37 CFR 1.324(b)(2), all other inventors who
did not submit a statement under 37 CFR 1.324(b)(1)
must submit a statement either agreeing to the change of
inventorship, or stating that they have no disagreement
with regard to the requested change. These “other” in-
ventors need pot make a statement as to whether the in-
ventorship error occurred without deceptive intention.

Under 37 CFR 1.324(b)(3), a statement is required
from the assignee(s) of the patent agreeing to the change
of inventorship in the patent. The statement must com-
ply with the requirements of 37 CFR. 3.73(b). See MPEP
§ 324 as to compliance with the requirements of 37 CFR
3.73(b).

While a petition under 37 CFR 1.48(a) is appropriate
to request correction of inventorship in a nonprovisional
application, a petition under 37 CFR 1.324 is the ap-
propriate vehicle to correct inventorship in a patent. If a
petition under 37 CFR. 1.48(a) is inadvertently filed in a
patent, the petition may be treated as a petition under 37
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CFR 1.324, and if it is grantable, form paragraph 10.14
set forth below should be used.

Unlike coirection of inventorship in a nonprovisional
application under 37 CFR 1.48(a), where the require-
ment for a statement by each originally named inventor
may be waived pursuant to 37 CFR 1.183, any correction
of inventorship in a patent under 37 CFR 1.324 requires
petition of all the parties, i.e., originally named inventors
and assignees, in accordance with statute (35 U.S.C. 256)
and thus the requirement cannot be waived, Correction
of inventorship requests under 37 CFR 1.324 should be
directed to the Supervisory Patent Examiner whose unit
handles the subject matier of the patent. Form para-
graphs 10.13 through 10.18 may be used.

§i 10.13 Petition Under 37 CFR 1.324, Granted

Paper No. [1}
In re Patent No. {2] :
. DECISION

Issue Pate: [3]

Appl. No.: [41: : GRANTING
Filed: [5] PETITION
For; [6} 37CFR 1.324

This is a decision on the petition filed [7} to correct inventorship
under 37 CFR 1.324. .

The petition is granted.

The patented file is being forwarded to Certificate of Corrections
Branch for issuance of a certificate naming only the actual inventor or
inventors.

[81

Supervisory Patent Examiner,
Art Unit [9],

Patent Examining Group [10]
f11]

Examiner Note:

1. Petitions to correct inventorship of an issued patent are decided by
the Supervi I iner, as set forth in the Commissioner’s
memorandum dated June 2, 1989,

2. Inbracket 11, insert the correspondence address of record.

3. This form paragraph is printed with the PTO letterhead.

4, Prepare Certificate using form paragraph 10.15.

9 10.14 Treaiment of 37 CFR 1.48 Petition Under 37 CFR 1.324,
Granted

Paper No. {1]

In re Patent No, 12] :
: DECESION

Issue Pate: [3)

Appl. No.: [4] : GRANTING
Filed: [5] : PETITION
For: [6} :37CFR 1324

This is a decision on the petition under 37 CFR 1,48, filed [71. Inview
of the fact that the patent has already issued, the petition has been
treated as a petition to correct inventorship under 37 CFR 1.324.

The petition is granted.

The patented file is being forwarded to Certificate of Corrections
Branch for issuance of a certificate naming only the actual inventor or
inventors.
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31

Supervisory Patent Examiner,
Axt Unit [9],

Patent Examining Group [10]

[11]

Examiner Note;

1. Petitionstocorrect inventorship of anissued patent are decided by
the Supervisory Patent Examiner, as set forth in the Commissioner’s
memorandum dated June 2, 1989,

2.  This form paragraph is printed with the PTO letterhead.

3.~ Prepare Certificate using form paragraph 10.15.

4.  Inbracket 11, insert the correspondence address of record.

1 10.15 Memorandum — Certificate of Correction
DATE: [1]

TO: Certificate of Corrections Branch

FROM: {2}, SPE, Art Unit [3]

SUBIJECT: . Request for Certificate of Correction

Please Issue a Certificate of Correctionin U, 8. Letters Patent No. {4]
as specified on the attached Certificate.

51, SPE
Arxt Unit [6}

UNITED STATES PATENT AND TRADEMARK
OFFICE CERTIFICATE

Patent No. [7]
Patented: {8]

_ On petition requesting issuance of a certificate for correction of

inventorship pursvant to 35 U.8.C. 256, it has been found that the above
identified patent, through error andwithoutdeceptive intent, improper-
ly sets forth the inventorship. Accordingly, it is hereby certified that the
correct inventorship of this patent is:

"N

[10], SPE
Arxt Unit [11]

Examiner Note:

1. In bracket 9, insert the full name and residence (City, State) of
each actual inventor.

2.This is an internal memo, not to be mailed to applicant, which
accompanies the patented file to Certificates of Corrections Branch as
noted in form paragraphs 10.13 and 10.14.

3.In brackets 5 and 10, insert name of SPE; in brackets 6 and 11
the Art Unit and sign above each line.

4. Two separate pages of PTO letterhead will be printed when
using this form paragraph.
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q 10.16 Petition Under 37 CFR 1.324, Dismissed

Paper No. [1]
In re Patent No. [2} :
: BECISEION

Issue Date: {3]

Appl. No.: {4} : DISMISSING
Filed: [5] PETITION
For: [6] 1 37CFR 1,324

This is a decision on the petition filed [7] to correct inventorship
under 37 CFR 1.324,

The petition is dismissed.

A petition to correct inventorship as provided by 37 CFR 1.324
requires (1) a statement from each person who is being added as an
inventor and from each person who is being deleted as an inventor that
the inventorship errar occurred without any deceptive intention on their
part, (2) a statement from the current named inventors who have not
submnitted a statement as per “(1)” either agreeing to the change of
inventorship or stating that they have no disagreement in regard to the
requested change, (3) a statement from all assignees of the parties
submitting a statement under “(1)” and “(2)” agreeing to the change of
inventorship in the patent; such statement must comply with the
requirements of 37 CFR 3.73(b); and (4) the fee set forth in 37
CFR 1.20{(b)}. This petition {acks item(s) [8].

%

Supervisory Patent Examiner,
Art Unit {10},

Patent Examining Group [11]
(2]

Examiner Note:

1. If each of the four specified items has been submitted but one or
more is insufficient, the petition should be denied. See paragraph 10.17.
However, if the above noted deficiency can be cured by the submission
of a renewed petition, a dismissal would be appropriate.

2. I the petition includes a request for suspension of the rules (37

CFR 1.183) of one or more provisions of 37 CFR 1.324 that are required
by the statute (35 U.8.C. 256), form paragraph 10.18 should follow this
paragraph.

3.  Inbracket 8, pluralize as necessary and insert the item number(s)
which are missing.

4,  Inbracket 12, insert correspondence address of record,

5. This form paragraph is printed with the PTO letterhead.

1 1017 Petition Under 37 CFR 1.324, Denied

PaperNo. [1]
In re Patent No. [2] :
DECESION DENYING PETITION

Issue Date: [3]

Appl. No.: {4] 37 CFR 1.324
Filed: {5] :

For: [6]

This is a decision on the petition filed {7] to correct inventorship
under 37 CFR 1.324.
The petition is denied.

18]

{91

Supervisory Patent Examiner,
Art Unit (101,

Patent Examining Group [11]
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(12

Examiner Note:

1.In bracket 8, a full explanation of the deficiency must be
provided.

2.Ifthe petition lacks one or more of the required partsset forthin
37 CFR 1.324, it should be dismissed using paragraph 10.14 or 7.99,
rather than being denied.

3.In bracket 12, insert correspondence address of record.

4. This form paragraph is printed with the PTO letterhead.

Y 10.18 Waiver of Requirements of 37 CFR 1.324 Under 37 CFR
1.183, Dismissed

Suspension of the rules under 37 CFR 1.183 may be granted for any
requirementof the regutationswhich isnota requirementofthe statutes.
In this instance, 35 11.8.C. 256 requires [1]. Accordingly, the petition
under 37 CFR 1,183 is dismissed as moot.

Examiner Note:

1. This paragraph should follow paragraph 10.16 whenever the
petition requestswaiver of one ormore of the provisions of 37 CFR 1.324
that are also requirements of 35 U.8.C. 256.

2. Hthe petition requests waiver of requirements of 37 CFR 1.324
that are not specific requirements of the statute {i.e., the fee or the oath
or declaration by all inventors), the application must be forwarded to a
petitions exarsiner in the Office of the Deputy Assistant Commissioner
for Patent Policy and Projects for decision.

CORRECTION TO PERFECT CLAIM FOR 35 U.S.C.
119 (a)~(d) BENEFITS

‘See MPEP § 201.06 for a discussion of when 35 U.S.C.
119 (a)—(d) benefits can be perfected by certificate of
correction.

CORRECTION AS TO 35 U.S.C. 126 AND 35 U.S.C.
119(¢) BENEFITS

37 CFR 1.78.  Claiming benefit of earlier filing date and
cross—references to other applications.

{a)(1) A nonprovisional application may claim an invention
disclosed in one or more prior filed copending nonprovisional applica-
tions or copending international applications designating the United
States of America. In orderfor a nonprovisional application to claim the
benefit of a prior filed copending nonprovisional application or copend-
ing international application designating the United States of America,
each prior application must name as an inventor af least one inventor
named in the later filed nonprovisional application and disclose the
ramed inventor'sinvention claimed in atleast one claim of the later filed
nonprovisional application in the manner provided by the first para-
graph of 35 U.S.C. 112. In addition, each prior application must be:

() Aninternational application entitledtoafilingdatein
acceordance with PCT Article 11 and designating the United States of
America; or

(ii) Complete as set forth in § L51(b); or

(iii) Bntitled to a filing date as set forth in § 1.53(b) or
§ 1.53(d) and include the basic filing fee set forthin § 1.16; or
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(iv) Entitled to a filing date as set forth in
§ 1.53(b)and have paid therein the processing and retention fee set forth
in § 1.21(1) within the time period set forthin § 1.53(f).

(2) Except for a continued prosecution application filed
under § 1.53(d), any nonprovisional application claiming the benefit of
one or more prior filed copending nonprovisional applications or
international applications designating the United States of America
must conitain or be amended to contain in the first sentence of the
specification following the title a reference to each such prior applica-
tion, identifying it by application number {consisting of the series code
andserial number) orinternationalapplicationnumber and internation-
al filing date and indicating the relationship of the applications. The
request for a continued prosecution: application under § 1.53(d) is the
specific reference required by 35 U.5.C. 120 to the prior application.
The identification of an application by application number under this
section is the specific reference required by 35 US.C. 120 to every
application assigned that application number. Cross—references to
other related applications may be made when appropriate (see
§ 1.14(a).

(3) A nonprovisional application other than for a design
patent may claim an invention disclosed in one or more prior filed
copending provisional applications. Sinee a provisional application can
bepending fornomore than twelve months, the last day of pendency may
occur on a Saturday, Sunday, or Federal holiday within the District of
Columbia which for copendency would require the nonprovisional
application to be filed on or prior to the Saturday, Sunday, or Federal
holiday. Inorder for a nonprovisional application to claim the benefitof
one or more prior filed copending provisional applications, each prior
provisional application must name as an inventor at least one inventor
named in the later filed nonprovisional application and disclose the
named invenior’s invention claimed in at least one claim of the fatex filed
nonprovisional application in the manner provided by the first para-
graphof33 U.5.C. 112, In addition, each prior provisional application
must be:

(i) Complete as set forth in § 1.51(c); or
(i) Entitled to a filing date as set forth in
§ 1.53{c) and include the basic filing fee set forthin § 1.16(k).

(4) Any nonprovisional application claiming the benefit of
one or more prior filed copending provisional applications must contain
or be amended to contain in the first senience of the specification
following the title a reference to each such prior provisional application,
identifying it as a provisional application, and including the provisional
application number {consisting of serics code and serial number).

ok oo e

Under certain conditions as specified below, a certifi-
cate of correction can be used, with respect to 35 US.C,
120 and 119(e) priority, to correct:

(A) the failure to make reference to a prior
copending application pursuant to 37 CFR 1.78(a}{(2)
and (a)(4); or

{B) an incorrect reference to a prior copending
application pursuant to 37 CFR 1.78(a)(2) and (a)(4).

For all situations other than where priority is based
upon 35 U.S.C. 365(c), the conditions are as follows:
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(A) for35U.S.C. 120 priority, all requirements set
forth in 37 CFR 1.78(a)(1) must have been met in the
application which became the patent to be corrected;

(B) for 35 U.S.C. 119{e) priority, all requirements
set forth in 37 CFR 1.78(2){3) must have been met in the
application which became the patent to be corrected,;

(C) the prior copending application to be added
via the certificate of correction must be identified
clsewhere (other than the first sentence of the specifica-
tion following the title) in the application papers; and

(D) it must be clear from the record of the patent
and the parent application(s) that priority is appropri-
ate, ‘

Where 35 U.S.C. 120 and 365(c) priority based on an
international application is to be asserted or corrected in
a patent via a certificate of correction, the following con-
ditions must be satisfied:

(A) all requirements set forth inm 37 CFR
1.78(a)(1) must have been met in the application which
became the patent to be corrected;

{B) the prior copending application to be added
via the certificate of correction must be identified in the
application papers other than in the first sentence of the
specification following the title and other than in a claim
under 35 U.S.C. 119(a}—(d)

(C) it must be clear from the record of the patent
and the parent application{s) that priority is appropri-
ate; and

(D) the patentee must submit with the request for
the certificate copies of documentation showing desig-
nation of states and any other information needed to
make it clear from the record that the 35 US.C. 120
priority is appropriate. See MPEP § 201.13(b) as to the
requirements for 35 U.S.C. 120 priority based on an
international application.

If all the above—stated conditions are satisfied, a cer-
tificate of correction can be used to amend the patent to
make reference to a prior copending application, or to
correct an incorrect reference to the prior copending ap-
plication. Note In re Schuurs, 218 USPQ 443 (Comm’r
Pat. 1983) which suggests that a certificate of correction
is an appropriate remedy for correcting, in a patent, ref-
erence to a prior copending application. Also, note fn re
Lambrech, 202 USPQ 620 (Comm’r Pat. 1976), citing In
re Van Esdonk, 187 USPQ 671 (Comm’r Pat. 1975).
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If any of the above—stated conditions is not satisfied,
the filing of a reissue application (see MPEP § 1401 -
§ 1460) would be appropriate to pursue the desired
correction of the patent. '

1485 Handling of Request for Certificates of
Correction :

A request for a certificate of correction should be ad-
dressed to the attention of the Certificate of Correction
Branch, Assistant Commissioner for Patents, Washing-
ton, DC 20231, Requests for certificates of correction
will be forwarded to the Certificate of Correction
Branch of the Office of Patent Publication, where they
will be listed in a permanent record book.

If the patent is involved in an interference, a certifi-
cate of correction under 37 CFR 1.324 will not be issued
unless a corresponding motion under 37 CFR 1,634 has
been granted by the administrative patent judge. See
MPEP § 2334. Otherwise, determination as to whether
an error has been made, the responsibility for the error,
if any, and whether the error is of such a nature as to jus-
tify the issuance of a certificate of correction will be
made by the Certificate of Correction Branch. If a report
is necessary in making such determination, the case will
be forwarded to the appropriate group with a request
that the report be furnished. If no certificate is 1o issue,
the party making the request is so notified and the re-
quest, report, if any, and copy of the communication to
the person making the request are placed in the file and
entered thereon under “Contents” by the Certificate of
Correction Branch. The case is then réturned to the pat-
ented files. If a certificate is to issue, it will be prepared
and forwarded to the person making the request by the
Office of Patent Publication. In that case, the re-
quest, the report, if any, and a copy of the letter trans-
mitting the certificate of correction to the person making
the request will be placed in the file and entered thereon
under “Contents”.

Applicaats, or their attorneys or agents, are urged to
submit the text of the correction on a special Certificate
of Correction form, PTO-1050, which can serve as the
camera copy for use in direct offset printing of the certifi-
cate of correction. Form PTO/SB/44 may also be used.
Both parts of form PTO—16050 must accompany the re-
quest since the second part will be placed in the applica-
tion file for internal use.

A perforated space at the bottom of form PTO—1050
has been provided for the patentee’s current mailing ad-
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dress, and for ordering any desired additional copies of
the printed certificate. The fee for each additional copy
ordered is set forth in 37 CFR 1.19(a){1). The fee should
accompany the request.

Whete only a part of a request can be approved, or
where the Office discovers and includes additional
corrections, the appropriate alterations are made on the
form PTO-1050 by the Office. The patentee is notified
of the changes on the Notification of Approval—in—part
form PTOL~404. The certificate is issued approximate-
ly 6 weeks thereafter,

Form PTG ~1050 (or PTO/SB/44) should be used ex-
clusively regardiess of the length or complexity of the
subject matter. Intricate chemical formulas or page of
specification or drawings may be reproduced and
mounted on a blank copy of PTO~1056. Failure to use
the form has frequently delayed issuance since the text
must be retyped by the Office onto a PTO-1050,

The exact page and line number where the errors oc-
cur in the application file should be identified on the re-
quest. However, on form PTO-1050, only the column
and line number in the printed patent should be used.

The patent grant should be retained by the patentee.
The Office does not attach the Certificate of Correction
to patentee’s copy of the patent. The patent grant will be
returned to the patentee if submitted.

Below is a sample form illustrating a variety of correc-
tions and the suggested manner of setting out the format.
Particular attention is directed to:

(A) Identification of the exact point of error by
reference to column and line number of the printed
patent or to claim number and line where a claim is
involved.

(B) Conservation of space on the form by typing
single space, beginning two lines down from the printed
message.

(C) Starting the correction to each separate
column as a sentence, and using semicolons to separate
corrections within said column, where possible.

(D) Two—inch space left blank at bottom of the
last sheet for signature of attesting officer.

(E) Use of quotation marks to enclose the exact
subject matter to be deleted or corrected; use of double
hyphens {—— —~) to enclose subject maiter to be
added, except for formulas,
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(F) Where a formula is involved, setting out only
that portion thereof which is to be corrected or, if
necessary, pasting a photocopy onto form PTO—1050.

The examiner’s comments are requested on form
PTO-306 where, under 37 CFR 1.323, there is a ques-
tion involving change in subject matter.

UNITED STATES PATENT AND TRADEMARK QFFICE
CERTIFICATE OF CORRECTION

Patent No, — — —— —

James W. Worth .

It is certified that error appears in the above—identified patent and
that said Letters Patent is hereby corrected as shown below:

In the drawings, Sheet 3, Fig. 3, the reference numeral 225 should be
applied to the plate element attached to the support member 207.
Column 7, lines 45 to 49, the left—hand formuia should appear as
follows:

Bated April 1, 1969

Rg ™~
CX"Z
CFz:
Cotumn 10, formula XXXV, that portion of the formula reading
CH CN
I should read |
—C— o

Formula XXX VI, thatportionofthe formulareading“ —CH2CH ~"
should read — -CHCH~ —. Column 2, line 68 and column 3, lines 3,8
and 13, for the claim reference numeral “2”, each occurrence, should
read —1i—, Cohumn 19, line 16, cancel beginning with “12. A sensor
device” toandincleding “tive strips.” incolumn 11, line 8, and insert the
following claim:

12, Acontrol cireuit of the character set forth in claim 1 and for an
auntomobile having a convertible top, and including; means for moving
said top between raised and lowered retracted position; and conirol
means responsive to said sensor relay for energizing the top moving
means for moving said top from retracted position to raised position.

1490

35US.C. 253. Disclaimer

Whenever, without any deceptive intention, a claim of a patent is
invalid the remaining claims shall not thereby be rendered invalid, A
patentee, whether of the whole or any sectional interest therein, may, on
payment of the fee required by law, make disclaimer of any complete
claim, stating therein the extent of his interest in such patent, Such
disclaimer shall be in writing, and recorded in the Patent and Trademark
Office; and it shall thereafter be considered as part of the original patent
to the extent of the interest possessed by the disclaimant and by those
claiming under him.

In like manner any patentee or applicant may disclaim or dedicate to
the public the entire term, or any terminal part of the term, of the patent
granted or 1o be granted.

Disclaimers

37 CFR 1.321.  Statutory disclaimers, including terminal dis-
claimers.

(2) A patentee owning the whole or any sectional interest in a
patent may disclaim any complete claim or claims in a patent. In like
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manner any patentee may disclaim or dedicate to the public the entire
term, or any tenminal part of the term, of the patent granted. Such
disclaimer is binding upon the grantee and its successors or assigns. A
notice of the disclaimer is published in the Official Gazette and attached
to the printed copies of the specification. The disclaimer, tobe recorded
in the Patent and Trademark Qffice, must;

(1) be signed by the patentee, or an attorney or agent of
record; '

(2) identify the patent and complete claim or claims, or term
being disclaimed. A disclaimer which is not a disclaimer of a complete
claim or claims, or term, will be refused recordation;

(3) state the present extent of patentee’s ownership interest
in the patent; and

(4) be accompanied by the fee set forth in § 1.20(d).

{b) An applicant or assignee may disclaim or dedicate to the
public the entire tenm, or any terminal part of the term, &f a patent to be
granted, Such terminal disclaimer is binding upon the grantee and its
successors or assigns. The terminal disclaimer, to be recorded in the
Patent and Trademark Office, must:

{1) besigned:

(i) by the applicant, or

(i} if there is an assignee of record of an undivided part
interest, by the applicant and such assignee, or

(iii} if there is an assignee of record of the entire interest,
by such assignee, or

(iv) by an attorney or agent of record;

(2) specify the portion of the term of the patent being
disclaimed;

(3) state the present extent of applicant’s or assignec’s
ownership interest in the patent to be granted; and

(4) be accompanied by the fee set forth in § 1.20(d).

{c) A terminal disclaimer, when filed to obviate a judicially
created double patenting rejection in a patent application or in a
reexamination proceeding, must:

(1) Complywith the provisions of paragraphs (b)(2) through
(0)(4) of this section;

{2} Be signed in accordance with paragraph (b)(1) of this
section if filed in a patent application or in accordance with paragraph
(a)(1) of this section if filed in a reexamination proceeding; and

(3) Include a provision that any patent granted on that
application or any patent subject to the reexamination proceeding shall
be enforceable only for and during such period that said patent is
commonly owned with the application or patent which formed the basis
for the rejection.

A disclaimer is a statement filed by an owner (in part
or in entirety) of a patent or of a patent to be granted
(i.e., an application), in which said owner relinquishes
certain legal rights to the patent. There are two types of
disclaimers: a statutory disclaimer and a terminal dis-
claimer. The owner of a pateat or an application is the
original inventor(s) or the assignee of the original inven-
tor(s). The patent or application is assigned by one as-
signment or by multiple assignments which establish a
chain of title from the inventor(s) to the assignee(s). The
owner of the patent or application can sign a disclaimer,
and a person empowered to sign the disclaimer can also
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sign it. Per 37 CFR 1.321(b)(1)(iv), an attorney or agent
of record is permitted to sign the disclaimer. For a dis-
claimer to be accepted, it must be signed by the proper
party as follows: |

(A) A disclaimer filed in an application must be
signed by either :

(1) the applicant where the application has not
been assigned, ' R

(2) the applicant and the assignee where each
owns a part interest in the application,

(3) the assignee where assignee owns the entire
interest in the application, or

(4} an attorney or agent of record.

(B) A disclaimer filed in a patent or a reexamina-
tion proceeding must be signed by either

(1) the patentee (the assignee, the inventor(s)
if the patent is not assigned, or the assignee and the
inventors if the patent is assigned—in—part), or

(2) an attorney or agent of record.

(C) Where the assignee (of an application or of a
patent being reexamined or to be reissued) signs the
disclaimer, there is a requirement to comply with 37
CFR 3.73(b) in order to satisfy 37 CFR 1.321, unless an
attorney or agent of record signs the disclaimer. In order
to comply with 37 CFR 3.73(b), the assignee’s ownership
interest must be established by:

(1) filing in the application or patent evidence

of a chain of title from the original owner to the assignee,
or :
(2) specifying in the record of the application
or patent where such evidence is recorded in the Office
(e.g., reel and frame number, etc.). -
The submission with respect to 37 CFR 3.73(b) to estab-
lish ownership must be signed by a party authorized to
act on behaif of the assignee, See also MPEP § 324 as 1o
compliance with 37 CFR 3.73(b). A copy of the “Certifi-
cate Under 37 CFR 3.73 (b),” which is reproduced in
MPEP § 324, may be sent by the examiner to applicant to
provide an acceptable way to comply with the require-
ments of 37 CFR 3.73 (b).

(D) Where the attorney or agent of record signs
the disclaimer, there is no meed to comply with 37 CFR
3.73(b).

(E) The signature on the disclaimer need not be
an original signature. Pursuant to 37 CFR 1.4(d)(2), the
submitted disclaimer can be a copy, such as a photocopy
or facsimile transmission of an original disclaimer.
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STATUTORY DISCLATMERS

Under 37 CFR 1.321(a) the owner of a patent may
disclaim a complete claim or claims of his patent.
This may result from a lawsuit or because he has rea-
son to believe that the claim or claims are too broad
or otherwise invalid. If the patent is involved in an in-
terference, see MPEP § 2362.

TERMINAL DISCLAIMERS

37 CFR 1.321(a) also provides for the filing by an ap-
plicant or patentee of a terminal disclaimer which dis-
claims or dedicates to the public the entire term or any
portion of the term of a patent or patent to be granted.

37 CFR 1.321(c) specifically provides for the filing
of a terminal disclaimer in an application or a reex-
amination proceeding for the purpose of
overcoming a judicially created double patenting re-
jection. See MPEP § 804.02.

PROCESSING

The Certificates of Corrections Branch is responsible
for the handling of all statutory disclaimers filed under
the first paragraph of 35 U.S.C. 253, whether the case is
pending or patented, and all terminal disclaimers (filed
under the second paragraph of 35 U.S.C. 253) except for
those filed in an application pending in an Examining
Group. This involves:

(A) Determining compliance with 35 U.S.C. 253
and 37 CFR 1.321 and 3.73;

(B) Notifying applicant or patentee when the
disclaimer is informal and thus not acceptable;

(C) Recording the disclaimers; and

(D) Providing the disclaimer data for printing.

TERMINAL DISCLAIMER IN PENDING APPLICA-
TION PRACTICE

Where a terminal disclaimer is filed in an application
pending in an Examining Group, it will be processed by
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the paralegal of the Office of the Special Program
Examiner of the Examining Group having responsibility
for the application. The paralegal will:

(A) Determine compliance with 35 U.S.C. 253
and 37 CFR 1.321 and 3.73;

(B) Notify the examiner having charge of the
application whether the terminal disclaimer is accept-
able or not;

(C) Where the terminal disclaimer is not accept-
able, indicate the nature of the informalities so that the
examiner can inform applicant in the next Office action;

(D) Where the terminal disclaimer is acceptable,
record the terminal disclaimer; and

() Where the terminal disclaimer is acceptable,
provide the appropriate terminal disclaimer data for
printing.

The paralegal will identify a terminal disclaimer as
being present in an application by;

(A) Attaching a green label to the file wrapper;

(B) Stamping a notice on the file of the term
which has been disclaimed;

(C) Endorsing the paper containing the terminal
disclaimer submission on the “Contents” flap of the
application file; and

(D) Entering the terminal disclaimer into the
PALM system records, for the application.

The Group’s paralegal completes a Terminal Dis-
claimer Informal Memo to notify the examiner of the na-
ture of any informalities in the terminal disclaimer. The ex-
aminer should notify the applicant of the informalities in
the next Office action, or by interview with applicant if such
will expedite prosecution of the application. Further, the
examiner should initial and date the Terminal Disclaimer
Informal Memo and return it to the paralegal to indicate
that the examiner has appropriately notified applicant
about the terminal disclaimer, and so that the Terminal
Disclaimer Informal Memo may be discarded.
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T D, INFOGRMAL MEMO: DO NOT MAIL THIS MEMO TO APPLICANT

DATE:
T EXAMINER AFPPL. B.N.:
FROM: ART UINIT:

PARALEGAL SPECIALIST

SUBIECT: Dems:on on Tc:_rninai Drisclaimer (T.12.) filed:

INSTRUCTIONS: I have reviewed the submitted ‘T D, with the resulis as set forth below, If you agzee,
pleass use the appropriate form paragraphs identified by thiy informal memo in your next Office action 1o
notify applicant of the T.D. If you disagree or have any questions, plcase see me or the Special Program.
Examiner. THIS IS AN INFORMAL, INTERNAL MEMOG ONLY. IT MUST NOT BE (1) MAILED TO
APPLICANT OR (2) PLACED OF RECORD IN THE APPLICATION FILE. When yous action is
complete, please initiad, date and return this memo to me. THANK YOI,

{1 The T.I. is PROPER and has been recorded (see f114.23).

[1 The T.D. is NOT PROPER, and has not been accepted for tha reason(s) checked below (see
M 14.24):

{13 Fhe recording fec of § bhas not been submitted nox is there any
authorization ir the appiication fife for the use of a dopoait account {(sea T 14.26,07).

11 The T.I3. does not satisfy Rule 321 in that the pemon whe has stgned the 113,
hag oot stated the extent of hisfher inteeest (and/or the extent of the interest of the

business entity represented by the signatuxe) in the agplication/patent {see
TH14.26 & 14.26.01).

{13 The T.10, lacks the enforceable onty during common swnership clause - necded to
overcome 5 double patenting rejection, Raie 321({) (sec T14.27.01)

i1 The T.I>. isdhmedmapaxﬂcularcla:m(s) which ig not acceptable since “the
damlaimrmumbaawmnnal rﬂonofthemofthognnmpaumttohe'
granied.” (MPEP 1490) (seo 111114 26 & 14.26.02).

[ 1] The pexrson who signed the T.E.:

[ i ot A attoney “of record” (seo 90 14.29 and 14.29.61),

{1 has failed to state his/her capacity 1o sign for the business entity (geo
W14.28),

i1 is not recognized as an officer of the assignes (see H114.29 & posgibly
14.29.02).

[ 3 No documentary evidence of a chain of title from the original ixwantnr(s) e assignee has
Heen submitisd, mrxsmnmelandﬁamennmbnmﬁedastowhmsuchmdmem
recorded in the Office (ses 37 CFR 3.73¢(0) and 1140 O.G. 72). WOTE: This
documentary evidencs or the specitying of the zeel and Frame number may bo found in
the T.I3. of in a separate paper of record in the application (see 114,30}, '

[} The 1.1, is not signed (see N14.26 & 14.26.03).

1] The sexial number of the application (or the number of the patent} which forms the
basis for the double patenting rejecton is missing or incorrect (see M14.32).

| The zerial nomber of this application (or the number of the patent bin Ieexain or
reissue cases being disclaimed is missing or incoxrest (ses N 14.26, 14.26.04 or
14.26.035). ’

[ The period disclaimed is incorrect or not specified (soe M1 14,26, 14.27.02 or
14.27.03).

[ 1 Cihor:

{1 Suggestion 10 regquest refund (see M114.36). NOTE: If alzeady anthorized, credit xefond
10 deposit account and do pot check thiz item.

I have appropriately notified applicant(s) of the status of the Texminal Disclaimer filed in this case.
Bx. Inidails: - Date:

RETURN THIS MEMO TO CPE2-21p25. @Bev. 3/98)
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Since the claims of pending applications are subject to
cancellation, amendment, or reaumbering, a terminal
disclaimer directed to a particular claim or claims will not
be accepted; the disclaimer must be of a terminal portion
of the term of the entire patent to be granted. The stat-
ute does not provide for conditional disclaimers and ac-
cordingly, a proposed disclaimer which is made contin-
gent on the allowance of certain claims cannot be accept-
ed. The disclaimer should identify the disclaimant and
his or her interest in the application and should specify
the date when the disclaimer is to become effective.

A terminal disclaimer filed to obviate a double patent-
ing rejection is effective only with respect to the applica-
tion identified in the disclaimer unless by its terms it ex-
tends to continuing applications. For example, a termi-
nal disclaimer filed in a parent application normally has
no effect on a continuing application claiming filing date
benefits of the parent application under 35 US.C. 120. A
terminal disclaimer filed in a parent application to obvi-
ate a double patenting rejection does, however, carry over
to a continued prosecution application (CPA) filed un-
der 37 CFR 1.53(d). The terminal disclaimer filed in the
parent application carries over because the CPA retains
the same application number as the parent application,
i.e., the application number to which the previously filed
terminal disclaimer is directed. If applicant does not
want the terminal disclaimer fo carry over to the CPA,
applicant must file a petition under 37 CFR 1.182 along
with the required petition fee, requesting the terminal
disclaimer filed in the parent application not be carried
over to the CPA; sce below “Withdrawing a Terminal
Disclaimer” (paragraph “A. Before Issuance of Patent”).
If two (or more) pending applications are filed, in each of
which a rejection of one claimed invention over the other
on the ground of obviousness—type double patenting is
proper, the rejection will be made in each application.
An appropriate terminal disclaimer must be filed in each
application. This is because a terminal disclaimer filed to
obviate a double patenting rejection is effective only
with respect to the application identified in the disclaim-
er, Moreover, the filing of an appropriate terminal dis-
claimer in each application will prevent a potential im-
proper timewise extension of patent rights in the last ap-
plication to be issued.

The following form paragraphs may be used to inform
the applicant (or patent owner) of the status of a sub-
mitted terminal disclaimer.

140053

§ 14.23 Terminal Disclaimer Proper

The terminal disclaimer filed on [1] disclaiming the terminal portion
ofany patent granted on this application which would extend beyond the
expiration dafe of [2] has been reviewed and is accepted, The terminal
disclaimer has been recorded.

Examiner Note:

1. Inbracket 1, insert the date the terminal disclaimer was filed.

2. Inbracket 2, list the Patent Number and/or Application Number
(including series code and serial no.) preceded by the phrase — —any pat-
ent granted on Application Number——.

3. If an assignment is submitted to support the terminal disclaimer,
also use form paragraph 14.34 to suggest that the assignment be sepa-
rately subinitted for recording in the Office.

4, See MPEP § 1490 for discussion of requirements for a proper ter-
minal disclaimer.

5. Use forh paragraph 14.23.01 for reexamination proceedings.

6.  Forimproperterminai disclaimers, see the form paragraphswhich
follow.

9 14.23.01 Terminal Disclaimer Proper (Reexarmination Only)

The terminal disclaimer filed on [1} disclaiming the terminal portion
of the patent being reexamined which would extend beyond the
expiration date of [2] has been reviewed and is accepted. The terminal
disclaimer has been recorded.

Examiner Note:

1. Inbracket 1, insert the date the terminal disclaimer was filed.

2. Inbracket 2, list the Patent Number and/or Application Number
(includingseriescode and serial no.) preceded by the phrase — —any pat-
ent granted on Application Number——.

3. ¥ an assignment is submitted to support the terminal disclaimer,
also use 14.34 to suggest that the assignment be separately submitted for
recording in the Office,

4, Sce MPEP § 1490 for discussion of requirements for a proper ter-
minal disclaimer.

5. Forimproper terminal disclaimers, see the form paragraphs which
follow.

9 14.24 Terminal Disclaimer Not Proper - Introductory Para-

graph

The terminal disclaimer filed on {1} disclaiming the terminal portion
of any patent granted on this application whichwould extend beyond the
expiration date of [2] has been reviewed and is NOT accepted.

Examirer Note:

1.  Inbracket 1, insest the date the terminal disclaimer was filed.

2. Inbracket 2, list the Patent Number and/or Application Number
(including series code and seriatno.) preceded by the phrase — —any pat-
ent granted on Application Number——.

3. One or more of the appropriate form paragraphs 14.26 to 14.32
MUST follow this form paragraph to indicate why the terminal disclaim-
er is not accepted.

4. Formparagraph 14.33 includes the fulltext of rule 37 CFR 3. 73 and
may be included in the Office action when deemed appropriate.

5. Form paragraph 14.35 may be used to inform applicant that an
additional disclaimer fee will not be required for the submission of are-
placement or supplemental ferminal disclaimer.

6. Do not use in reexantnation proceedings, use form paragraph
14.25 instead.

S 14.25 Terminal Disclaimer Not Proper ~ Introduciory Para-
graph (Reexamination Only)

The terminal disclaimer filed on [1] disclaiming the terminal portion
of the patent being reexamined which would extend beyond the
expiration date of {2} has been reviewed and is NOT accepted.
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Examiner Note:

1. Inbracket i, insert the date the terminal disclaimer was filed.

2. Inbracket 2, list the Patent Number and/or the Application Num-
ber (including series code and serial no.) preceded by the phrase — —any
patent granted on Application Number——.

3. One or more of the appropriate form paragraphs 14.26 to 14.32
MUST follow this form paragraph to indicate why the terminal disclaim-
er is not accepted. )

4.  Formparagraph 14,33 includes the fultiext of rule 37 CFR 3.73 and
may be included in the Office action when deemed appropriate,

5. Form paragraph 1435 may be used to inform applicant that an
additionat disclaimer fee will not be required for the submission of are-
placement or supplemental terminal disclaimer.

9 14.26 Does Nor Comply With 37 CFR 1.321(b) andjor {c)
“Sub—Heading” Only - ‘

The terminal disclaimer does not comply with 37 CFR 1.321{b)
andfor (c) because: :

Examiner Note: :
1. ThisformparagraphMUSTbe preceded by formparagraphs 14.24
or 14.25 and followed by one or more of the appropriate form paragraphs
14.26.01 to 14.2703.

1 14.26.01 Extent of Interest Not Stated
The personwho has signed the disclaimer hasnot stated the extent of
his/her interest, or the huf_éiness entity’s interest, in the application/pat-
ent, See 37 CFR 1.321(1)(3).
Examiner Note: :
This form paragraph MUST be preceded by form paragraphs 14.24
or 14.25 AND 14.26. i

9 14.26.02 Directed to Particular Claim(s)

It is directed to a particular claim or claims, which is not acceptable,
since “the disclaimer must be of a terminal portion of the term of the
entire [patent or] patent to be granted.” See MPEP § 1490,

Examiner Note:
This form paragraph MUST be preceded by form paragraphs 14.24
or 14.25 AND 14.26.

4 14.26.03 Not Signed
‘The terminal disclaimer was not signed.

Examiner Note:

1. Thisform paragraph MUSTbe preceded by form paragraphs 14.24
or 14.25 AND 14.26.

§ 14.26.04 Application/Patent Not Identified
The application/patent being disclaimed has not been identiffed,

Examiner Neote:

1. Thisform paragraph MUST be preceded by form paragraphs 14.24
or 14.25 AND 14.26,

4 14.26.05 Application/Patent Improperly Identified

The application/patent being disclaimed has been improperly identi-
fied since the number used to identify the [1] being disclaimed is
incorrect. The correct number is {2].

Examiner Note:

1. Thisform paragraph MUST be preceded by form paragraphs 14.24
or 14.25 AND 14.26,

2. Inmbracket 1, insert ——application—— or —--patent—~,

3. Inbracket 2, insert the correct Application Number (inchiding se-
ries code and serial no.) or the correct Patent Number being disclaimed.
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4. Aterminal disclaimer is acceptable if it includes the correct Patent
Number or the correct Application Numberor the serial number togeth-
er with the proper filing date or the proper series code.

9 14.26.06 Not Signed by All Owners .
It was not signed by ali owners and, therefore, supplemental terminal
disclaimers are required from the remaining owners.

Examiner Note:
1. Thisform paragraph MUST be preceded by form paragraphs 14.24
or 14.25 AND 14.26, ‘

% 14.26.07 No Disclaimer Fee Submitied

The disclaimer fee of ${1] in accordance with 37 CFR 1.20{d) has not
been submitted, nor is there any authorization in the application file to
charge a specified Deposit Account,

Examiner Note:

1. Inbracket 1, insert the fee for a disclaimer.

2. Thisform paragraph MUST be preceded by form paragraphs 14.24
or 14,25 AND 14.26. If the disclaimer fee was paid for a terminal dis-
claimer which was not accepted, applicant does not have to pay another
disclaimer fee when submitting a replacement or supplemental terminal
disclaimer, and this paragraph should not be used.

9§ 14.27.01 Lacks Clause of Enforceable Only During Period of
Common Ownership

1t does not include a recitation that any patent granted shall be
enforceableonly forand during such period thatsaid patentis commonly

ownedwith the application(s) or patent(s) which formed the basis for the
double patenting rejection. See 37 CFR 1.321{c)(3).

Examiner Note:
"This form paragraph MUST be preceded by form paragraphs 14.24
or 14.25 AND 14.26. ' '

9 14.27.02 Fails To Disclaim Terminal Portion of Any Patent
Granted On Subject Application

It fails to disclaim the terminal portion of any patent granted on the
subject application.

Examiner Note:

1 Thisformparagraph MUST be preceded by form paragraphs 14.24
or 14.25 AND 14.26.

2. Usethis form paragraph when the period disclaimed is not the cot-
rect period or when no period is specified at all.

3. When using this form paragraph, give an examgple of proper termi-
nal disclaimer language using form paragraph 14.27.04 following this or
the series of statements concerning the defective terminal disclaimer.

9| 14.27.03 Fails To Disclaim Terminal Portion of Subject Patent
It fails to disclaim the terminal portion of the subject patent.

Examiner Note:

1. Thisformparagraph MUST be preceded by form paragraphs 14.24
or 14.25 AND 14.26,

2. Use this paragraph in a reissue application or reexamination pro-
ceeding when the period disclaimed is not the correct period or when no
period is specified at all,

3. Whenusing thisform paragraph, give an example of proper termi-
nal disclaimer language using form paragraph 14.27.05 (for reissue) or
form paragraph 14.27.06 (for reexamination proceeding) following thig
or the series of statements concerning the defective terminal disclaimer.

4 14.27.04 Examples of Acceptable Terminal Disclaimer Lan-
guage in Patent To Be Granted

Examples of acceptable language for making the disclaimer of the
terminal portion of any patent granted on the subject application follow:
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L If a Provisional Obvicusness—Type Double Patenting Rejection
Over A Pending Application was made, use!

Petitioner hereby disclaims, except as provided below, the ter-
minal part.of any patent granted on the instant application,
which would extend beyond the expiration date of any patent
granted on Application No. __/ , filed on

» as shortened by any terminal disclaimer. Petitioner
hereby agrees that any patent so granted on the instant applica-
tion shall be enforceable only for and during such period that it
and any patent granted on the above-listed application are
commonly owned. This agreement runswithany patent granted
on the instant application and is binding upon the grantee, its
SUCCESSOrs, OF assigns,

IT.  If an Obvicusness—Type Double Patenting Rejection Over A
Prior Patent was made, use:

Petitioner hereby disclaims, except as provided below, the ter-
minai part of any patent granted on the instant application,
which would extend beyond the expiration date of Patent No.

» aspresently shortened by any terminal disclaim-
er. Petitioner hereby agrees that any patent so granted on the
instant application shall be enforceable only for and during such
peried that it and the above listed patent are commonly owned,
This agreement runs with any patent granted on the instant ap-
plication and is binding upon the grantee, its successors, or as-

signs,

% 14.27.05 Examples of Acceptable Terminal Disclaimer Lan-
guage in An Existing Patent

Examples of acceptable language for making the disclaimer of the
terminal portion of the subject patent follow:

1. if a Provisional Qbviousness~Type Double Patenting Rejeétion
Over A Pending Application was made, use:

Petitioner hereby disclaims, except as provided below, the ter-
minal part of any patent granted on the instant application,
which would extend beyond the expiration date of any patent
granted on Application Ne. ___ / , filed on

, a5 shortened by any terminal disclaimer. Petitioner
hereby agrees that any patent so granted on the instant applica-
tion shall be enforceable only for and during such period that it
and any patent granted on the above~listed application are
commonly owned, This agreement runswithany patent granted
on the instant application and is binding upon the grantee, its
SUCCESSOTS, OF assigns.

1L If an Obviousness—Type Double Patenting Rejection Over A
Prior Patent was made, use:

Petitioner hereby disclaims, except as provided below, the ter-
minal part of any patent granted on the instant application,
which would extend beyond the expiration date of Patent No.

» a8 presently shortened by any terminal disclaimer.
Petitioner hereby agrees that any patent so granted on the in-
stant application shall be enforceable only for and during such
period that it and the above listed patent are commonly owned.
This agreement runs with any patent granted on the instant ap-
plication and is binding upon the grantee, its successors, or as-

signs.
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9 14.27.06 Examples of Acceptable Terminal Disclaimer Lan-
guage in Patent (Reexamination Situation)

Examples of acceptable language for making the disclaimer of the
terminal portion of the patent being reexamined follow:

1. If a Provisional Obviousness—Type Double Patenting Rejection
Over A Pending Application was made, use:

Petitioner hereby disclaims, except as provided below, the ter-
minal part of the patent being reexamined, which would extend
beyond the expiration date of any patent granted on Application
No.__/ ,filedon »asshortened by any termi-
nal disclaimer. Petitioner hereby agrees that the patent being
reexamined shallbe enforceable only for and duringsuch period
that it and any patent granted on the above~listed application
are commonly owned. This agreement runs with any reex-
amination certificate issued on the instant patent and isbinding
upon the grantee, its successors, or assigns.

if. i an Obviousness—Type Double Patenting Rejection Over A
Prior Patent was made, use:

Petitioner hereby disclaims, except as provided below, the ter-
tninal part of the patent being reexamined, which would extend
beyond the éxpiration date of Patent No. » @8 pres-
ently shortened by any terminal disclaimer. Petitioner hereby
agrees that the patent for which a reexamination certificate is Is-
sued as & result of this proceeding shall be enforceable only for
and during such period that it and the above listed patent are
commonly owned. Thisagreement rumswith anyreexamination
certificate issued on the instant patent and is binding upon the
grantee, its SUCCESSOS, OF assigns.

% 14.28 Failure To State Capacity To Sign

The person who signed the terminal disclaimer has failed to state
his/her capacity to sign for the corporation or other business entity, and
he/she has not been established as being authorized to act on behalf of
the assignee,

Examiner Note:

1, Thisformparagraph MUST be preceded by form paragraphs 14.24
OR 14.25 and 14.26.

9 -14.29 Not Recognized as Officer of Assignee — “Sub—Head-
ing” Only
Thepersonwhosigned the terminal disclaimer isnotrecognizedasan

officer of the assignee, and he/she has not been established as being
authorized to act on behalf of the assignee. See MPEP § 324.

Examiner Note:

1. Thisform paragraph is to be used when the person signing the ter-
minal disclaimer is not an authorized officer as defined in MPEP § 324,
2. Tuisform paragraph MUST be preceded by form paragraphs 14,24
or 14.25 and followed by form paragraphs 14.29.01 and/or 14.29.02when
appropriate. An altorney or agent of record is always authorized to sign
the terminal disclaimer, even though there is no indication that he or she
is an officer of the assipnee.

3. Use form paragraph 14.29.02 to explain how an official, other than
a recognized officer, may propetly execuie a terminal disclaimer,

§ 14.29.01 AttorneylAgent Not of Record

An attorniey or agent, not of record, is not authorized to sign a
terminal disclaimer in the capacity as an attormey or agent acting in a
representative capacity as provided by 37 CFR 1,34 (a). See 37 CFR
1.321(b) and/or (c).
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Examiner Note;

1. Thisformparagraph MUST be preceded by form paragraphs 14.24
or 14,25 AND 14.29.

2. Anattorney or agent, however, may sign a terminal disclaimer pro-
vided he/she is an attorney or agent of record or is established as an ap-
propriate official of the assignee. Tosuggest to the attomey or agent, not
of record, how he/she may establish status as an appropriate official of
the assignee to execute a terminal disclaimer, use form paragraph
14.29.02.

N 14.29.02 Criteria To Accept Terminal Disclaimer When Signed
by a Non—Recognized Officer

Itwould be acceptable for aperson, otherthanarecognizedofficer, to
execute a terminal disclaimer, provided the record for the application
includes a statement that the person is empowered to sign terminal
disclaimers and/or act on behalf of the organization.

Accordingly, a new terminal disclaimer which includes the above
empowerment statement will be considered to be executed by an
appropriate official of the assignee. A separately filed paper referencing
the previously filed terminal disclaimer and containing a’ proper
empowerment statement would also be acceptable.

Examiner Note:

1. Thisformparagraph MUSTbe preceded by form paragraphs 14.24
or 14.25 AND 14.25.

2. When form paragraph 14.29 is used to indicate that a terminal dis-
claimer is denied because it was not signed by a recognized officernorby
an attorney or agent of record, this form paragraph should be used to
point cut one way to correct the problem.

3.  While an indication of the person’s title is desirable, its inclusion
is not mandatory when this option is employed.

4, Asampleterminal disclaimershould be sent with the Office action.

9 14.30 No Evidence of Chain of Title to Assignee — Application

The assignee has not established its ownership interest in the
application, in order to support the terminal disclaimer. There is no
submission inthe record establishing the ownership interest by either (a)
providing documentary evidence of a chain of title from the original
inventor(s) to the assignee, or {b) specifying (by recl and frame number)
where such documentary evidence is recorded in the Office (37 CFR
3.73¢b)).

Examiner Note:

1. Thisform paragraph MUST be preceded by form paragraphs 14.24
or 14.25.

2. Where an attorney or agent of record signs a terminal disclaimer,
there isnoneed to provide a statement under 37 CFR 3.73(b). Thus, this
form paragraph should pot be used.

3. Itshould be noted that the documentary evidence or the specifying
of reel and frame number may be found in the terminal disclaimer itseif
Of in a separate paper.

4 14.30.01 No Evidence of Chain of Title to Assignee — Patent

The assignee has niot established its ownership interest in the patent,
inorderto support the terminal disclaimer. There is no submission in the
record establishing the ownership interest by either (a) providing
documentary evidence of a chain of title from the original inventor(s) to
the assignee, or (b) specifying (by reel and frame number) where such
documentary evidence is recorded in the Office (37 CFR 3.73(b)).

Examiner Note:

1. Thisform paragraph MUST be preceded by form paragraphs 14.24
or 14.25,

2. Where an attorney or agent of record signs a terminal disclaimer,
there isno need to provide astatement under 37 CFR3.73(b}. Thus, this
form paragraph should not be used.

3. Itshould be noted that the documentary evidence or the specifying
of reel and frame number may be found in the terminal disclaimer itself
or in a separate paper in the application. C

9 14.30.02 Evidence of Chain of Title to Assignee — Submission
Not Signed by Apprapriate Party — Terminal Disclaimer Is Thus
Not Entered

The submission establishing the ownership interest of the assignee is
informal. There is no indication of record that the party who signed the

submission establishing the ownership interest is authorized to sign the
submission (37 CFR 3.73(b)).

Examiner Note:

1. Thisformparagraph MUST be precededby form paragraphs 14.24
or 14,25,

2. Where an attorney or agent of record signs a terminal disclaimer,
there is no need to provide any statement under 37 CER 3.73(b). Thus,
this form paragraph should not be used. '

3. Thisformparagraph should befollowed by one of form paragraphs
14.16.02 or 14.16.03. In rare situations where BOTH form paragraphs
14.16.02 and 14.16.03 donot apply and thuscannot be used, the examiner
should instead follow this form paragraph with a detailed statement of
why the there is no authorization to sign.

4. Use form paragraph 14.16.06 to point out one way to correct the
problem.

9 14.32 Application/Patent Which Forms Basis for Rejection Not
Identified

The application/patent which forms the basis for the double patent-
ing rejection is not identified in the terminal disclaimer.

Examiner Note:

1.  Thisform paragraph MUST be preceded by form paragraphs 14.24
or 14.25.

2. Use this form paragraph when po informatjon is presented. Ifin-
correct information is contained in the terminal disclaimer, use form
paragraphs 14.26 and 14.26.05,

Y 14.33 37 CFR 3.73 — Establishing Right of Assignee To
Prosecute

The following is a statement of 37 CFR 3.73, which became effective
on September 4, 1992, and was revised to its present form in 1997:

37CFR3.73  Establishing right of assignee to prosecute.

(2) The inventor is presumex to be the owner of a patent ap-
plication, and any patent that may issue therefrom, unless there
is an assignment, The original applicant is presumed to be the
owner of a trademark application unless there is an assignment,

{b) When an assignee sceks to take action in amatter before the
Office with respect to a patent application, trademark applica-
tion, patent, registration, or reexamination proceeding, the as-
signee must establish its ownership of the property to the satis-
faction of the Commissioner. Ownership is established by sub-
mitting to the Office, in the Office file related to the matter in
which action is sought to be taken, documentary evidence of a
chain of title from the original owner to the assignee (¢.g., copy
of an executed assignment submitted for recording or by speci-
fying (e.g., reel and frame number) where such evidence is re-
corded in the Office. The submission establishing ownership
must be signed by a parly authorized to act on behalf of the as-
signee, Documentssubmitted to establish ownership maybe re-
quired to be recorded as a condition to permitting the assignee
to take action in a matter pending before the Office.
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§ 14.34 Suggestion To Record Assignment Submitied With Ter-
minal Disclaimer

The assignment document filed on {1} is acceptable as the documen-
tary evidence required by 37 CFR 3.73, If the assignment document is
not already recorded with the Patent and Trademark Office, it is
suggested that the assignment document be submitted for recording
among the Office assignment records. See 37 CFR 3.11 and MPEP § 302,

Examiner Note:

1. Inbracket 1, insert the date the assignment document was filed.
2. Thisformparagraphshouldbeused when anassignment document
(an original, facsimile, or copy) is submitted for recording among the as-
signment records of the Office,

% 14.35 Disclaimer Fee Not Required Twice ~ Applicant

It should be noted that applicant is ot required to pay another
disclaimer fee as set forth in 37 CFR 1.20(d} when submitting a
replacement or supplemental terminal disclaimer.

Examiner Note;

1 Thisformparagraphcanbe used tonotify an applicant that another
disclaimer fee will not be required when a replacement or supplemental
terminal disclaimer is submitted,

2. Use form paragraph 14.35.01 for providing notification to patent
owner, rather than an applicant.

9 14.35.01 Disclaimer Fee Not Required Twice — Patent Owner

It should be noted that patent owner is not required to pay another
disclaimer fee as set forth in 37 CFR 1.20(d) when submitting a
replacement or supplemental terminal disclaimer,

Examiner Note:

This form paragraph can be used to notify a patent owner that
another disclaimer fee will not be required when a replacement or
suppiemental terminal disclaimer is submitted,

T 14.36 Suggestion That “dpplicant” Request a Refund

Since therequired fee for the terminal disclaimer was previously paid,
applicant’s payment of an additional terminal disclaimer fee is not
required. Applicant may request a refund of this additional terminal
disclaimer fee by submitting a written request for a refund and a copy of
this Office actionto: Commissioner of Patents and Trademarks, Office of
Finance, Washington, DC 20231,

Examiner Note:

1. This form paragraph should be used to notify applicant that a re-
fund can be obtained if another terminal disclaimer fee was paid when a
replacement or supplemental terminal disclaimer was submitted.

2. Naote — Ifapplicant has authorized or requested a fee refund to be
credited toaspecific Deposit Account, then anappropriate credit should
be made to that Deposit Account and this paragraph should NOT be
used.

3. Use form paragraph 14.36.01 for providing notification to patent
owner, rather than an applicant.

Y 14.36.01 Suggestion That “Patent Owner” Request a Refund

Since the required fee for the terminal disclaimer was previously paid,
patent owner’s payment of an additional terminal disclaimer fee is not
required. Patent owner may request a refund of this additional terminal
disclaimer fee by submitting a written request for a refund and a copy of
this Office action to: Commissioner of Patents and Trademarks, Office of
Finance, Washington, DC 20231,

140057

Examiner Nete: .

1. This form paragraph should be used to notify patent owner that a
refund can be obtained if another terminal disclaimer fee was paid when
a replacement or supplemental terminal disclaimer was submitted.

2. Note —~ Ifpatent owner has authorized or requested a fee refund to
be credited to a specific Deposit Account, then an appropriate credit
should be made to that Deposit Account and this paragraph should NOT
be used.

N 14.37 Samples of a Terminal Disclaimer Over a Pending
Application and Assignee Centificate Enclosed

Enclosed with this Office action isa sample terminal disclaimer which
iseffective to overcome a provisional obviousness—type double patent-
ing rejection over a pending application (37 CFR 1.321(b) and (c)).

Alsoenclosed isasample Certificate Under 37 CFR 3.73(b) which an
assignee may use in order to ensure compliance with the rule. Part A of
the Certificate is used when there is a single assignment from the
inventor(s). Part Bof the Certificate is used when there is a chain of title.
The “Copies of assignments...” box should be checked when the
assignment document(s) {set forth in part A or part B ) isfare not
recorded in the Office, and a copy of the assignment document(s) is/are
attached. When the “Copies of assignmenis...” box ischecked, either the
part A box or the part B box, as appropriate, must be checked, and the
“Ree} , Frame " entries should be left blank, Ifthe part Bbox
is checked, and copies of assignments are not imcluded, the
“From: To: " blank(s) must be filled in. This certificate
should be used the first time an assignee seeks to take action in an
application under 37 CFR 3.73(b), e.g, when signing a terminal
disclaimer or a power of attorney.

Examiner Note;

1. This form paragraph can be used to provide applicant samples of
a terminal disclaimer which contains the necessary clauses to overcome
aprovisional obviousness— fype double patenting rejection overa pend-
i ication and a Certificate to be signed by an assignee to ensure
comphance with 37 CFR 3.73(b).

2. Note that the requirements for compliance with 37 CFR 3.73 (b)
have been made more liberal, such that certain specifics of the sample
certificate are no longer required. At present, in order to comply with 37
CFR 3.73(b), the assignee’s ownership intetest must be established by
{a}filing in the application or patent evidence of a chain of title from the
original owner to the assignee, or (b} specifying in the record of the ap-
plication or patent where such evidence is recorded in the Qffice (eg.,
reel and frame number, etc.}. The submission with respect to (a)} and (b)
to establish ownership must be signed by a party authorized to act on be-
half of the assignce.

{Sceyour Group Paralegal or Special Program Examiner for copies of
the sample terminal disclaimer and Certificate to enclose with the Office
action. Alterpatively, it is permissible to copy the sample terminal
disclaimer found in MPEP § 1490 and the Sample Certificate found in
MPEP § 324.)

Y 14.38 Samples of a Terminal Disclaimer Over a Prior Patent
and Assignee Certificate Enclosed

Enclosedwith this Office action is a sample terminal disclaimer which
iseffective toovercome anobviousness—type double pateniing rejection
over a prior patent (37 CFR 1.321(b) and {c)).

Alsoenclosedis asample Certificate Under 37 CFR 3.73(b) whichan
assignee may use in order to ensure compliance with the rule. Part A of
the Certificate is used when there is a single assignment from the
inventor(s). Part B of the Certificate is used when there is a chain oftitle.
The “Copies of assignments...” box should be checked when the
assignment document(s) (set forth in part A or part B ) is/are not
recorded in the Office, and a copy of the assignment document(s) is/are
attached. When the “Copies of assignments...” box is checked, either the
part A box or the part B box, as appropriate, must be checked, and the
“Reel Frame " entries should be left blank. Hthe part Bbox

S
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is checked, and copies of assignments are not included, the
“From:____~__'To: ” blank(s) must be filled in. This certificate
should be used the first time an assignee seeks to take action in an
application under 37 CFR 3.73(b), e.g, when signing a terminal
disclaimer or a power of attorney.

Examiner Note:
1. This form paragraph can be used to provide appl;cant samples of
a terminal disclaimer which comams the necessary ¢lavses to overcome

anobvicusn over aprior patent and
a Certificate to be signed by an assignee to ensure compliance with 37

CFR 3.73(b).

2. Note that the requirements for compliance with 37 CFR 3.73 (b)
have been made more liberal, such that certain specifics of the sample
certificate are nolonger required. At present,inorder to comply with 37
CFR 3,73(b), the assignee’s ownership interest must be established by
{a)filingin the application or patent evidence of a chain of titfe from the
original owner to the assignee, or (b) specifying in the record of the ap-
plication or patent where such evidence is recorded in the Office (é.g,,
reeland frame number, etc.). The submissionwith respect to (a) and (b)
to establish ownership must be signed by a party authorized to act on be-
half of the assignee.

{Seeyour GroupParalegal or Special Program Examiner for copies of
the sample terminal disclaimer and Certificate to enclose with the Office
action. Alternatively, it is permissible to copy the sample terminal
disclaimer found in MPEP § 1490 and the Sample Certificate found in
MPEP § 324.)

§ 14.39 Sample Assignee Certificate Under 37 CFR 3.73(b)
Enclosed

Enclosed with this Office action is asample Certificateunder 37 CFR
3.73(b)which an assignee mayuse in order to ensure compliance with the
Rule. Part A of the Certificate is used when there-is a single assignment
from the inventor(s). Part B of the Certificate is used when there is a
chain of title. The “Copies of assignments...” box should be checked
when the assignment document(s) (set forth in part A orpart B ) isfare
not recorded in the Office, and a copy of the assignment document(s)
isfare attached, When the “Copies of assignments...” box is checked,
either the part A box or the part B box, as appropriate, must be checked,
and the “Reel , Frame ” entries should be left blank. If the

part BB box is checked, and copies of assignments are not included, the:

“From: To: ” blank(s) must be filled in, This certificate
should be used the first time an assignee seeks to take actmn in an
application under 37 CFR 3.73(b).

Examiner Note:

1. This form paragraph can be used to provide appiicant a sample of
a Cextificate to be signed by an assignee to ensure compliance with 37
CFR 3.73(b).

2. Note that the requirements for compliance with 37 CFR 3.73 (b)
have been made more liberal, such that certain specifics of the sample
certificate are nolonger required. At present, inorder to comply with 37
CFR 1.73(by}, the assignee’s ownership interest must be established by
(a) filing in the application or patent evidence of a chain of title from the
original owner to the assignee, or (b) specifying in the record of the ap-
plication or patent where such evidence is recorded in the Office (e.g.,
reel and frame number, etc.). The submission with respect to (a)and (b)
to establish ownership must be signed by a party authorized to act on be-
half of the assignee.

(Seeyour Group Paralegal or Special Program Examiner for copies of
the sample terminal disclaimer and Certificate to enclose with the Office
action, Alternatively, it is permissible to copy the sample certificate
found in MPEP § 324.)
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WITHDRAWING A RECORDED TERMINAL
DISCLAIMER

If timely requested, a recorded terminal disclaimer
may be withdrawn before the application in which it is
filed issues as a patent, or in a reexamination proceeding
before the reexamination certificate issues, After a pat-
ent or reexamination certificate issues, it is unlikely that
a recorded terminal disclaimer will be nullified.

A,  Before Issuance Of Patent

While the filing and recordation of an unnecessary
terminal disclaimer has been characterized as an “un-
happy circumstance” in In re Jentoft, 392 F2d 633,
157 USPQ 363 (CCPA 1968), there is no statutory pro-
hibition against nullifying or otherwise canceling the ef-
fect of a recorded terminal disclaimer which was errone-
ously filed before the patent issues. Since the terminal
disclaimer would not take effect until the patent is
granted, and the public has not had the opportunity to
rely on the terminal disclaimer, relief from this unhappy
circumstance may be available by way of petition or by
refiling the application (other than by reflhng it as a
CPA).

Under appropriate circumstances, consistent with the
orderly administration of the examination process, the
nullification of a recorded terminal disclaimer may be
addressed by filing a petition under 37 CFR 1.182 re-
questing withdrawal of the recorded terminal disclaimer,
Petitions seeking to reopen the question of the propriety
of the double patenting rejection that prompted the fil-
ing of the terminal disclaimer have not been favorably
considered. The filing of a continuing application other
than a CPA, while abandoning the application in which
the terminal disclaimer has been filed, will typically nulli-
fy the effect of a terminal disclaimer,

B.  After Issuance Of Patent

The mechanisms to correct a patent — certificate of
correction (35 U.S.C. 255}, reissue (35 U.S.C. 251), and
reexamination (35 U.S.C. 305) - are not available to
withdraw or otherwise nullify the effect of a recorded
terminal disclaimer. As a general principle, public policy
does not favor the restoration to the patent owner of
something that has been freely dedicated to the public,
particularly where the public interest is not protected in
some manner — e.g£., infervening rights in the case of a
reissue patent. See, e.g., Altoona Publix Theatres v. Amer-
ican Tri~Ergon Corp., 294 U.S. 477, 24 USPQ 308 (1935).
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~ Certificates of correction (35 U.S.C. 255) are avail-
able for the correction of an applicant’s mistake. The
scope of this remedial provision is limited in two ways —
by the nature of the mistake for which correction is
sought and the nature of the proposed correction. In re
Arnott, 19 USPQ2d 1049 (Comm’r Pat. 1991). The na-
ture of the mistake for which correction is sought is limit-
ed to those mistakes that are:

{A) of a clerical nature,
(B) of a typographical nature, or
(C) of a minor character.

The nature of the proposed correction is limited to
those situations where the correction does not involve
changes which would:

(A) constitute new matter, or
(B) require reexamination.

A mistake in filing a terminal disclaimer does not fall
within any of the categories of mistake for which'a certifi-
cate of correction of applicant’s mistake is permissible,
and any attempt to remove or nullify the effect of the ter-
minal disclaimer would typically require reexamination
of the circumstances under which it was filed.

Although the remedial nature of reissue (35 US.C.
251) is well recognized, reissue is not available to correct
all errors. It has been the Office position that reissue is
not available to withdraw or otherwise nullify the effect

of a terminal disclaimer recorded in an issued patent.

First, the reissue statute only authorizes the Commis-
sioner to reissue a patent “for the unexpired part of the
term of the original patent.” Since the granting of a reis-

1400-59

sue patent without the effect of a recorded terminal dis-
claimer would result in extending the term of the original
patent, reissue under these circumstances would be con-
trary to the statute. Second, the principle against recap-
turing something that has been intentionally dedicated
to the public dates back to Leggett v. Avery, 101 U.S. 256
(1879). The attempt to restore that portion of the patent
term that was dedicated to the public to secure the grant
of the original patent would be contrary to this recapture
principle. Finally, applicants have the opportunity to
challenge the need for a terminal disclaimer during the
prosecution of the application that issues as a patent.
“Reissue is not a substitute for Patent Office appeal pro-
cedures.” Ball Corp. v. United States, 729 F.2d 1429, 1435,
221 USPQ 289, 293 (Fed. Cir. 1984). Where applicants
did not challenge the propriety of the examiner’s ob-
vious—type double patenting rejection, but filed a termi-
nal disclaimer to avoid the rejection, the filing of the ter-
minal disclaimer did not constitute error within the
meaning of 35 U.S.C. 251, Ex parte Anthony, 236 USPQ
467 (Bd. App. 1982), aff'd, No. 84—1357 (Fed. Cir. June
14, 1985). '

Finally, the nullification of a recorded terminal dis-
claimer would not be appropriate in a reexamination
proceeding. There is a prohibition (35 U.S.C. 305)
against enlarging the scope of a claim during a reex-
amination proceeding. As noted by the Board in
Anthony, supra, if a terminal disclaimer was nullified,
“claims would be able to be sued upon for a longer petiod
than would the claims of the original patent. Therefore,
the vertical scope, as opposed to the horizontal scope
(where the subject matter is enlarged), would be
enlarged.”
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PTOISES 43 (10
: . Agpprovad for use through 10/31/88, OMB (859-003

' : ' Patont and Tradermask Offcs; U.S. DEPARTMENT OF COMMERCE
Undar tha Papsrwori Reguction Act of 1985, no persons are requized to respond to a collection of infermation unioss 2 displayn a valid OMB conlrol numbeaer,

- DISCLAIMER IN PATENT o
Mame of patentee ‘ Dockat Number {Opﬂohgl)
Patant Number Date Paterd Tesusd
Tithe of Invention

| have reason 10 belleve that without any decepiive intention, claims of the above identified patent
are to0 broad or invaild; therefore:

| hereby disciaim the following complete claims in the above identified patent:

The exdent of my interest in said patent is [if assignee of record, state liber andpaga. or reed and frame,
where assignment Is recorded]: .
The fee for this disclaimer is set forth in 37 CFR 1.20(d).

[[] Patentee is a small entity under 37 CFR 1.9 and 1.27.

[} A verified statement is attached.
A verified statement of status as a small eniity under 37 CFR 1.27
has already besen fited in this case, and is still correct.

[] A check In the amount of the fee is enclosed.

I:] The Commissioner is hereby authorized to charge any fees which may be required or credit any
overpayment to Deposit Account No. . 1 have enclosed a duplicate copy of this sheet.

.19

Signed at , State of this day of

Signature

Typed or printed name

Address

City, State, Zip Code or Foreign Country as applicable

Burden Hour Statemant: This form iz estimated to take 0.2 hours to complete. Time will vary depending upon the neads of the individual
case. Any commenis on tha amount of time you are required to complets this form should be sant to the Chief Information Officer,
Patont and. Tradamark Offics, Washington, DC 20231. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND

TO: Assistant Commissioner for Patents Washington, DC 20231,

July 1998 140060
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Approved for use ﬂlmug'h 10!31:'9;:'050&9“0%5{:«0930-5
. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE
Undar the Papervwork Reduction Act of 1966, mmmeW-ﬁaMdmmlMawmmm;
TERMINAL DISCLAIMER TO OBVIATE APROVISIONAL DOUBLE Docket Number (Optional)

PATENTING REJECTION OVERAPENDING SECOND APPLICATION

inre Application of:
Application No.
Fited:
For:

The owner®, of ____ percent interest in the Instant application hereby
disclaims, except as provided below, the terminal part of ihe statutory term of any patentgranted onthe instant
application, which would extend beyond the expiration date of the full statutory term definedin35U.8.C. 154t
156 and 173 as shortened by any terminal disclalmer filed prior to the grant of any patent granted on pending
second ApplicationNumber ,fledon___ . Theownerherebyagreesthat
any patentsogranted on theinstant application shall be enforceable only for and during such period thatitand
any patentgranted onthe secondapplication are commonly owned. Thisagreement runswith any patentgranted
on the instant application and is binding upon the grantee, ifs successors or assigns.

Inmaking the above disciaimer, the ownerdoes notdisclaim theterminal partof any patent granted onthe
instant application that would extend to the expiration date of the full statutory term asdefinedin35U.8.C. 154
to 156 and 173 of any patent granted on the second application, asshortened by any terminal disclaimer filed
prior to the patentgrant, in the eventthat any such granted patent: expires forfailuretopay a maintenance fee,
is held unenforceable, is found invalid by a court of competentjurisdiction, isstatutorily disclaimed in whole or
terminally disclaimed under 37 CFR 1.321, has all claims cancelled by areexamination certificate, isreissued,
or is in any manner terminated prior to the expiration of its full statutory term as shortened by any terminal

disclaimer filed priorto its grant.
| Check aither box T or 2 below, If appropiiate.

1. [—_—] For submissions on behalf of an organization {s.g., corporation, partnership, university, government agency,
etc.), the undersigned is smpowered to act on behalf of the organization,

I hereby declare that all statements made hersin of my own knowledge sre true and that all statements made
on Information and belief are beliaved to ba true; and further that these statements wers made with the knowledge that
willfid faise statementz and the tike so made are punishable by fine of imprisohment, or both, under Section 1001 of
Titls 18 of the United Statss Code and that such willful falss statements may jeopardize the validity of the application

or any patont jesued thereon.

2 [:j The undersigned is an attorney of record.

Signature Date

. Typed or printed name
[} verminal disclaimer foe under 37 CFR 1.20(d) is included.

*Certification under 37 CFR 3.73(b) is required if terminal disciaimer is signed by the assignee (owner).
Form PTO/SBI9S may be used for making this certification, See MPEP § 324.

o . e R e
BT T et Thia Torm & eotimated 1o 1ake 0.2 hours (o compiete, Time will vary depending upon the needs of the individual case,
Any vomiments on the amount of ime are required to complete this form should be sent 1o the Chief Information Officer, Patent and Trademark
e, Washington, DC 20231, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS, SEND TO: Assistant Commissioner for

Patsnts, Washington, OC 20231,

1400-61 July 1998
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MANUAL OF PATENT EXAMINING PROCEDURE

PTOISBJQS (10-96)
Approved for use lhrou%h 10/31/80. OMB
Palent and deamark Gffice, DEPARTMENT OF CONMERCE

Undwﬂmpapemkﬂedueﬁmmﬁwm.mmmmummmwammakfmmmmnmudbphysava!id%mdnmﬂm

July 1998

TERMINAL DISCLAIMER TO OBVIATE A DOUBLE PATENTING . § Docket Numbsr (Optional)
REJECTION OVER A PRIOR PATENT ' ' '

inre Application of.
Application No,
Filed;

For,

The owner®, rveennne rereneneees O prcent interest in the instant application hereby
disclaims, exceptas provided beiow the terminai part of the statutoryterm of any patentgranted onthe instant
application, which would extend beyond the expiration date of the full statutory term defined in 35 U.8.C. 154
to 156 and 173, aspresently shottened by anyterminal disciaimer, of priorPatent Noe. .....ovviiiinnnes Lo .The
owner hersby agressthatany patentsogranted onthe instantapplication shalibe enforceable only forand during
such period thatit and the prior patent are commonly owned. This agreementruns with any patentgranted on
the instant application and is binding upon the grantee, its successors or assigns.

Inmaking the above disclaimer, the ownar does notdisclaim the terminal part of any patentgranted on
the instantapplication thatwould extend o the expiration date of the full statutoryterm asdefined in35 U.S.C.
15410 156 and 173 ofthe prior patent, as presently shortened by anyterminal disclaimer, inthe eventthatitlater:
expires for failure to pay a maintenance fee, is held unenforceabls, is found invalid by a court of competent
jurisdiction, is statutorily disclalmed in whole or terminally disclaimed under 37 CFR 1.321, has all claims
cancellad by a reexamination certificate, is reissued, orisin any manner terminated priorto the exsjirat{_on of
its full statutory term as presently shortened by any terminal disclaimer.

Check either box 1 or 2 below, if appropriate.

1. Forsubmissions on behalf of an organization {e.g., corporation, parinership, university, government
agency, etc.), the undersigned is empowered to act on behalf of the organization.

| hereby declare that all statements made hereln of my own knowledge are true and that all statements
made on information and belief are belleved to be true; and furtherthat these statements wers made with the
knowledge that wiliful false statements and the like so made are punishable by fine or imprisonment, or both,
under Section 1001 of Title 18 of the United States Code and thatsuch willfui false statements may jeopardize
the validity of the application or any patent issued thereon.

2. [] The undersigned is an atiorney of record.

Signature Date

Typed or printed name
E] Terminal disclaimer fee under 37 CFR 1.20(d} included.

*Ceriification under 37 CFR 3.73(b) is required if terminal disclaimer is signed by the assignes (ownar)
Form PTO/SB/96 may be used for making this certification. Seo MPEP § 324,

Burdaﬂ Hour Statement: This form Is asilmated to tako 0.2 hours to complete. Time will vary de) gendmg upon the needs of the indlvidual case.
Any comments on tha amount of time are required to complete this form should bo sent to the Chief Informalion Officer, Patent and Trademark
co, Waehington, DC 20231, DO T SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assistant COmmissioner for
Patants, Washington, DC 20231,

1400—62
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