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1101 pmamnm« to an Interterenco
110101 ‘Between Applications
1101 01{ a) In Dlﬂerent Divisions
1101 Ol(b) Common Ownership -
1101. Ol(c) . ‘The Interference Search == ;
1101.01(d) Correspondence Under Rule 202
1101.01(e) How Conducted
1101.01(f) . Not an Action on the Case
1101.01(g) When and When Not Needed
1101.01(h) Approval or Disapproval by Law Exami-
ner
1101.01(i) Fallure of Junior Party to Overcome
Filing Date of Senior Party
1101.01(J) Suggestion of Claims
1101.01(k) Con@licting Parties Have Same Attorney
1101.01(1)  Actlon To Be Made at Time of Suggest-
ing Claims ,
1101.01(m) Time Limit Set for Making Suggested
Claims
1101.01(n) Suggested Claims Made After Stamtory
Period Running Against Case
1101.01(0) Application in Tssue or in Interference
1101.02 With a Patent ‘
1101.02(n) Copying Claims From a Patent
1101.02(b) Examiner Cites Patent Having Flling
Date Later Than That of Application
1101.02(¢) Difference Between Copying Patent
Claims and Buggesting Clalms of an
Application
1101.02(d) Copled Patent Claims Not Identified
1101.02(e) Maklng of Patent Ciaims Not a Response
to Last Office Actlon
1101.02(f) Rejection of Copled Patent Claims
1101.02(g) After Prosecution of Application Is Closed
or Application Is Allowed
1101.03 IRemoving of Affidavits Before Interference
1102 Prepacation of Interference Papers and Decla-
ratfon
1102,01  Preparation of Papers
1102.01(n) Initial Memorandum to the Board of
Patent Interferences
1102.02 Decleration of Interference
1103 Ruspension of Eg Parte Prosecytion
1104 Jurisdiction of Interference
1105 laterference Matters Requiring Decision by
Primary Examiner
110001  Briefs and Hearlngs on Motion
1106.02.  Deciglon on Motion To Dissotve
110608 Declgion on Motlon to Amend or to Add or
Bubstitute an Application
oL Decislon o Motton Relating to Burden of
Proof
116,00 [hssolution on Primary Exsminer's Ownp
Mation

1105.08 Form of Decision Letter

110507 Petition for Reconsideration

1108 ' Redeclaration and Additional Interferences

1108.01 ~ After Decision on Motion

1106.02 By Addition of New Party

1107 Examiner's Entry in Interference File Subse-

quent to Interference
1108 Entry of Amendments Filed in Connection With
Motionsg

1108 Action After Award of Priority

1108.01 The Winning Party

1100.02 The Losing Party - ,

1110  Action After Dissolution

111001 Under Rule 282(b) ,

1110.62 Under Rule 231 or 237

1111  Miscellaneous

111101 Interviews ,

111102 Record in Each Interference Complete

111108 Overlapping Appllcations

111104 “Secrecy Order” Cases

1111.08 Amendmentn Flled During Interference

1111.08 Notice of Rule 231(a)(3) Motion Relating
to Application Not involved in Interference

111107 Conversion of Application From Jeint to S8ole
or Sole to Joint

1111.08 Relssue During Interference

111109 Suit Under 85 U.8.C. 146

1111.10 Benefit of Forelgn Filing Date

111111 Patentabllity Reports

111112 Certlified Copies of Part of an Application

111118 Consultation With Ezaminer of Interferences

1111.14 Correction of Error in Jolning Inventor

1112  Letter Forms Used In Interferences

111201 To Law Examiner

1112.02 Suggesting Claims

1112.08 Same Attorney or Agent

1112.04 Regquesting Withdrawal From Issne

111205 Declaration

111208(a) Initia! Memorandum

111208 Requceis for Jurlsdiction

1112.08(a) Requesting Jurisdiction of Application

111208 Primary Examiner Initiates Dissolution

1112.08 Redeclaration

1131210 Denying Entry of Amendment Seeking Fur-
ther Interference

The interference practice is based on 35
U1.5.C. 135 here set forth:

86 UB.C. 188 Intevferemces, Whanever un appll-
cation is made for s patent which, in the opinjon of
the Commissloner, would interfers with auny pending
spplieation, or with any unexpired patest, he shall
give notles thereo! to the applicants, or applizsnt and

flev. 12, Ape. 1AT
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 patsaen, s the cue may be. The uention ot e
y of invention shall be determined by a bourdg

patent Interferences (congiets

of interferences) whose"

oA

claim of an applicant, shall constitute the final re-

wwpl by the Patent Office 6f e clalmes Involved, o

who is adjudged the prior, inventor.: A final judgment

adverse to 2 patentee from which no appeal: or other

 claims Inyolved, anft |

review has: been or can be taken or had shall con-:
stitute canceliation of the claims involved from the
patent, and notice thereof ahail be endorsed on coples:

of .the patent thereafter distributed by the Patent

A olaim which is the sawme as, or for the same or
substantially the same subject matter as, 2 claim of
an issued patent may not be made in any application
unless such a claim is made prior to one year from
the date on which the patent was granted.

Rule 201 sets forth the definition of an in-
terference and is here reproduced. -
Rule 201. Definition, when declared. (a) An inter-
ference is a proceeding Instituted for the/purpose. of
determining the question of. priority of invention be-
tween two or more parties claiming substantially the

same patentable invention and may be instituted as.

soon as it Is determined that common patentable sub-
ject matter is claimed in a plurality of applications
or in an application and a patent.

(b) An interferance.will be declared between pend-
ing applications for patent or for reissue of different
parties when such applications contain claims for sub-
stantially the same invention which are allowable in
the application of each party, and interferences will
also be declared between pending applications for pat-
ent, or for reissue, and unexpired original or relssued
patents, of different parties, when such applications

and patents contain claims for substantially the same

invention which are allowable ia all of the applica-
tions involved, in accordance with the provisions of
these rules.

(c) Interferences will not be declared, nor contin-
ued, between applications or applications and patents
owned by the same party unless good cause is shown
therefor. The parties shall make known any and all
right, title and interest affecting the ownerskip of
any application or patent fnvolved or essential to the
proceedings, not recorded in the Patent Office, when
an interference is declared, and of changes in such
right, title, or interest, made after the declaration of
the interference and hefore the expiration of the time
prescribed for seeking review of the declslon in the

interference,

1101 Preliminaries to an Interference

An interference is often an expensive and
time-consuming proceeding. Yet, it is neces-
sary to determine priority when two applicants

1.3
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es are close enough
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'Thé ‘grbalest carer huit theretore be ‘eker

cised both in the search for interferi appli-
 qath-

in

tion as to whether an interference should be
declared. Also the claims in recently issued
patents, especially those used as references
against’ the application claims, should be con-
sidered for possible interference. o

The question of the propriety of initiating
an interference in any given case is affected by
so many factors that a discussion of them here
is impracticable. Some circumstances which
render an interference unnecessary are herein-
after noted, but each instance must be carefully
considered if serious errors are to be avoided.
. In determining whether an interference ex-
ists a claim should be given the broadest inter-
g:ﬂ_ltmry ‘which it reasonably will support,
1mrmé,r in mind the following general prinei-.

ples: ,

(a) The interpretation should not be
strained. , ,

(b) Express limitations in the claim should
not be ignored nor shauld limitations be read
therein to meet the exigencies of a particular
situation.

(¢c) The doctrine of equivalents which is
applicable in questions of patentability is not
applicable in interferences, i.e., no application
should be placed in interference unless it dis-
closes clearly the structure called for by the
count and the fact that it discloses equivalent
structure is no ground for placing it in inter-
ference.

(d) Before a claim (unless it is a patented
claim) is made the count of an interference
it should be allowable and in good form. No
pending claim which is indefinite, ambiguous
or otherwise defective should be made the count
of an interference. :

(e} A claim copied from a patent, if am-
biguous, should be interpreted in the light of
the patent in which it originated.

(f) Since interference between cases having
a common assignee is not normally instituted, if
doubt exists as to whether the cases are com-
monly owned they should be stubmitted to the
Assignment Branch for a title report. Note:
After September 1965 title searches are auto-
matically made only when the Issue Fee is paid.

(g) If doubts exist as to whether there is an
interference, an interference should not be
declared.




1;1:9_1;‘.91;,;{ Bet ve oAy
bﬁﬂ&ﬁ!ﬁn%&h& mﬁw ke found
th

tus of the vesp 588 &
between their filing dates. One of the appl

tions should be in condition for sllowsnos,  Un-

ugual circumstances may justify an

: to
this if the approval of the s mpmmwmor
is .obtained. . (Bnais:;‘e oﬁél;l?ofsmmw 29,

1961.) .

S iierforonces il not be declared. betwean

T

pending apg)liﬁsagim if there is & difference of
more than

of the oleet and next oldest applicstions, i the
e oh ar, o f

case of inventions of a simple , T
difference of more than 8§ months in the effective
filing dates of the applications in other cas

except in exceptional situations, as determined
and approved by the Commissioner. Xf an inter.

ference is declared, all applications having the
i ject matter should be in-.
cluded. | (Basis: Notice of June 26, 1964}

Before taking any steps looking to the for-

same interfering:

mation of an interference, it is very essential

that the Examiner make certain that each of

the. pms}ﬁctive parties is claiming the same
patentable inyention and that the claims that
are to constitute the counts of the interference
are clearly readable upon the disclosure of each
party and allowable in each application.

Tt is to be noted that while the claims of two
or more applicants may vary in scope and in
immaterial details, yet if directed to the same
invention, an interference exists. But mere dis-
closure by an applicant of an invention which
he is not claiming does not afford afrotmd for
suggesting to that applicant claims for the said
invention copied from another application that
is claiming t‘xe invention, The intention of the
parties to claim the same patentable invention,
a8 expressed in the summary of the invention or
e!eew’)?)am in the disclosure, or in the claims, is
an essential in every instance.

When the subject matter found to be sllow-
able in one application is disclosed snd elaimed
in another application, but the claims therein
to such subject matter are either nonelscted or
subject to slection, the question of interference
should be considered. The requirement of Rule
201(by that the conflicting applieations shall
contain elgims for substantially the same in-
vention which are sllowable in each spplication
should be intm?mfed ax meaning generally
that the conflicting eclaimed subject matter in
sufficiently supported in each applieation u 4
is patentable 10 each applicant over the prior
urt. The statutory requirement of first inven-
topship is of itranscendent importance and

potive onses and the difference

months in the effective filing dates

Pases,’

ustrative situations where
d_take, pction toward inati-

tut rier . o
. & Application filed with claims to divisible

II. " "Before

iner

ction ha

made but had not been mfe ded to. Nor is
the situation materially different if an election
of noninterfering subject matter had been
made without traverse but no action given on
the merits of the elected invention, ==
_ B. Application' filed with clsims'to divisible
inventions I snd II snd in response to a re-
q}?xrement for restriction, applicant traverses
the same and elects invention L Examiner
gives an action on the merits of T. 'Examiner’
subsequently finds an_application to anhother’
containing allowed claims IX an
which is ready
The situation
the election is
nonelected claims possibly cancelled. | _
C. Application filed with generic claims and
claimed species s, b, ¢, d, and'e. Generic claims
rejected and election of ' single species re-
quired. Ap?licant; elects species &, but contin-
ues to urﬁe lowability of generic ‘claims. Ex-
aminer another application claiming spe-

)
ds
cies b which ig ready for issue.

The ailowability of generic claims in the
first case is not a condition precedent to set-
ing up interferencs.

. Application filed with generic claims and

claims to five species and other species disclosed
but not 5@&1‘!‘3%137 elaimed, Examiner finds
another application the disclosure and claims
of which are restricted to one of the uncisimed
specizs and have been found allowable,

The prosecufion of generic claims i taken as
indicative of an intention to cover all species
disclosed which come under the generic claim.

In all the above situstions, the applicant has
shown an intention to cleim the subject metter
which is setuslly being claimed in another ap-
plication. These are to be distinguished from
situntions where o distinet invention is claimed
in one application but merely disclosed in an-
other application without evidence of ap in-
tent to cisim the same, The question of inter-
ference should not be considered in the letter
instance, However, if the spplication disclos-
ing but not claiming the invention is senfor.
and the junior application is ready for inmue.

86 Hew. © Yul 1095




lm.ﬁi(.) i Difrerd
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termination of the mtertemnm further trans-

fer may be necamry depm ing upon the ont«
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1101,01 (b) Common wa-ship

Where applications by different innntom but
of common ownership claim the same ﬁc
é",‘é“' ?f subject matter that is not patentably

L. Interference therebetwesn is nermally not
instituted since there is no conflict of. mteust
Elimination of aonﬂzetms claims from sli ex-
cept one case should usually be required, Rule
78(b). The common nee must determine
the application in which the conflicting clsims
are properly placed. Treatment by rejection
is set forth in Section 305'02(‘&:

I1. Where an interference with a third part;
is found to exist, the owner should be require
to elect which one of the applications shall be
placed in interference.

Whenever a common assi of applications
by different inventors is called npon to ehmmnte
conflicting claims from all ex )p& one applica-
tion under the provisions of Rule 78(b), a copy
of the Office action making this requirement
must be sent directly to each of the apphca.nts.

Whenever a common assignes is required w
der Rule 201(e¢) to elect one of the eonﬁmhng
applications owned by him for purpose of inter-
ference with a third party, a copy of the Office
action making this requirement must be sent m
the applieants in each of the commonly nssi @}
applications, (Basis: Notice of M&w v 1, 1962,)

1101.01(¢) The lnwr!emm Search

The nearch for interfering applications must
not be limited to the class or subelgss in which
it in classified, but. must be extonded to al) classes
it or out of the Exsmining Group which it has
been nocessmry to search in the examination of
the application, (Basis: Notice of August 2,
1908, )

Moreover, the posibility of the esistence of
interfering applications should e kept in mind

Hev, b, Jul, 1064

at any t&ut two or more np~

m m invention and

wwin,&‘hs spaca.
reserved for class md designation.

Hisnmﬁmghoww*ﬁmdemﬁmﬁh
wrapper or drawi  must not be such s to
give any hint to the spplicants, who mey in-
}mct their own applwatnms at any time, of
the date or identity of & supposedly interfer-
ing application. Serial numbers or filing dates
of conflicting applications must never be placed
mﬁumgs or file wreppers. A book of
pective Interferences” should be main-
tained containing complete data concerning
possible interferences and the page and line of
this book should be referred to on the respective
file wrappers or drawings. For future refer-
ence, this book may include notes as to why
prospeetive interferences were not declared.

In determining whether an interference ex-
ists, the Primary Examiner must decide the
guestion. The Law Ezaminer may, however,
be consulted to obtain his advice and he will
have c!mrge of such correspondence with
junior parties as is provided for in Rule 202.
(Basis: Order 2887.)

The appropriate Director should be con-
sulted if it is believed that the circumstances
justify an interference between applications
neither of which is ready for allowance.

1101.01(d) Correspondence Under
Rule 202

(orrespondence under Rule 202 may be

necessary.
Ruly 808, Preparotion for interference befwson ap-

- plications; preliminary inguiry of junior cpplicant.

in opder (o spcopain whether apy gquestion of pel-
apity srises betwesn applications whilch appear to in-
w:*ﬁew aud are otherwise resdy w be preparved for

Herferencs, sy junior applicant maey be calied upon
m m i writlag wnder onth the date and the char-
neter of ¢ho sarllest fect o act, susceptible of woal,
which can be relled upon 1o evtablieh concepiing of the
invention undsr consideration for the purpose of ow-
mbmm priority of inventon. The statement el
in complisnce with this rule will be reteined by the
Patont m wrparate frow the appliocation fle and if
an loterferenoe is deciased will be opened slmulisss
ously with the prellminary siatement of the pasty i
ing the sadns, In cose the Juslor spplichut makes s
reply withip the thee spocifled, pot lowe than tdety

wimigmimh




days, or ummmmmamumwwm
flteg date of the senior party, the lnterferenne sedi-
narily will not be declared.

Under Rule 202 the Comiissioner may ve-
uire an applicant junior to enother spplicant
state in writing under oath the date and the
character of the earlicst fact or act, susceptible

166.1

of proof, which oan be velied upon to establish
me&gptm of the invention under considera-
tion.” Buch sfidevit does not becomse a part of
the vecord in the application, nor does sny cor-

dence relative thereto. The afidavit,
however, will become & part of the interference
record, if an interference is formed.

Hev, 4 Jul 1986

10L01(d)



' The Rula 808 corrsspondes lucted b
the Law Examiner on ng: he Pri-
%wmxminwo&maﬂ ,Wmm-

: m“‘ P IR USSR TS SN I S T S R T T
This letter. and a carbon copy thereof, both

"1

with the im are forwarded to the Law Exam-

iner. The files; however, are not retained by

Law Examiner, but are returned to the
examining division where they are held sepa-
rate from other files while the correspondence
is being conducted. . i :

In preparing cases for submission to the Law
Examiner and in subsequent treatment of the
cases involved attention should be given to the

ollowing points: TN
(1) The name of the Examiner to be called
for a conference should be given as indicated
on the form.. ..~ o

. (2) It should be stated which of the applica-
tions, if any, is ready for allowance. ..

_{8) If an application is a division or con-
tinuation of an earlier one, this fact should be
stated. If it is & continuation-in-part, this
should be indicated along with a statement
whether or not the nsflimion ia entitled to the
benefit of the filing date of the earlier applics-
tion for the conflicting subject matter, -

b (4I)1eH two or more applications are owned

y t

same & or are presented by the
same attorney, it gmuld be 80 stated.

_ (5) Only the broadest claim proposed for
interference or, if various aspects of an inven-
tion are claimed, the broadest claim to each
feature, need be identified but if the claims are
nat present in either of the applications, & pre-
posed count should be set out in this letter. See
the second form letter in 111201,

(6} Any other points which have a bearing
on the declaration of the interference should be

{(7) Amendments or other papers filed in
cases held by the Law Examiner bearing on the
?uwtion of interference should be prompily
‘orwarded to him,

(8) Letters of submission should be in dupli-
eate, (Basis: Notice of April 18, 19198,)

1101.01(f) Correspondence Under
Rule 202, Not an Action
on the Case

Correspondence ander Rule 202 is nov an
action on the case. Hence, it cannot serve to
extend the statutory period if the case is await-
ing sction by the applicant,

67

oy
R

Rule 208 was gheatly cortailed o

T s manthe. di B e

dates were not to be declsred nlest appr
by the Commissioner in excepticnal situstions.
( gg;g:NQtwe g_f’Jm% 1964.) .

1101.01(h) Correspondence Under
7 Rale 202, Approval or
o ~ Disspproval by Law Ex.
aminer

The Law Examiner will stamp the letters
from the Examiner either “Approved” or “Dis-
aﬁ»pmvéd,” as the case may requive, and return
the carbon copy to the examining division.

- If the earliest date alleged by the junmior
party under Bule 202 faila {o antedate the fil-
ing date of the senior spplicant, the Law Ex-
aminer disapproves the proposed interference
and the Examiner then follows the procedure
outlined in the next section. When a “Disap-

roved” letter is relurned to the examining

ivision it is accompanied by a note to be at-
tached to the senior party’s case requesting the
Issue and Gazette Branch to return the case to
the Law Examiner after the notice of allow-
ance is sent. ,

Where the junior party, as wéuireﬁ by Rule
202, states under oath 2 date of & fact or an
act, susceptible of proof, which would establieh
that he had conceived the cleimed invention
prior to the filing dats of the senior applicant,
the Law Examiner approves the Examiners
proposal to suggest claims and the Examiner
may then proceed with the preparation of the
cases for interference,

L2

i3

Searive STATRMENT

}!{han anljntqrfamnjeg }i;ah“:i be dmam& bé;;'
volving applications which had prev !
submi.mé) to the Law Hxeminer for corre-
sfmndeme under Rule 202, befors forwarding
the files to the Interference Division, the Ex-
sminer should sscertain from the Law Egam-
iner if any such statement has & n filed and,
if Ao, get this statement and forv.ard it with
the files io the Interference Division. (Basis:
Order 3580.)

The cath under Rule 302 becomes 2 part of
the interference file in contradistinetion to the
application fle se in the case of an alidavit
under Hule 131 or Rule 204 but, like them, 1«

Bev. &, Jul. 1065




be plaed in the intsclerice irrwep
. 1y or O% ; L8
o allowahcs of the cima in the other appll

1101.01(i) Correspondence Under
.+ Ruale 202, Failure of jun-
ior Par TO?ve#S:;me
l‘mns ng ate o or

If the earliest date alleged by a junior party
in hig affidavit under Rule 202 fails to overcome
the filing date of the aamorm and if the in-
terference is not to be declared (note that an
interference might be necessary for other rea-
sons), the semior party’s application will be
sent to issue as speedily as possible and the con-
flicting claims of the junior applicant will be
rejocted on the patent when granted. A short-
ened period for response may be set in the
senior party’s case. (See 710, (b;.')

After the eenior applicant’s application has
been passed for issue, the agphcatian_' is. sent
to the Law Examiner by the ;
Branch in accordance with a note to that effect
attached to the application and he writes &

letter to that applicant urging him to promptly

pey the final fee, this being done to the end
that prosecution of the junior application may
be promptly resumed, the senior party’s dis-
closure then being available as prior art in
treating the claims of the junior application.
The examiner may make a supplemental action
on the junior applicant’s case when the senior
applicant’s patent issues.

InTERIYM PROCEDURE

In the meantime the junior party’s applica-
tion will be tremted in accordance Wltﬁ the
following:

Where a junior party after correspondence
nnder Rule 202 fails to overcome the filing date
of the senior party, the Examiner when he
reaches the case for action will write a letter
substantially aa follows:

In view of Rule 202. action on this case (or
on claims 1, 2, 4, etc., indicating the conflict-
ing claims and clzims not patentable over the
senior party’s csse) is wuspended for six
montha to determine whether an interference
will be declared (unless these claims ave can-

Bev. 5, Jul. 1888

ssue and Gazetts

the remaining in the casm, indicating
what, if sny, claims’ mmma fm
Order 2018} -

* If the Examiner's leiter is n sospension of
action on the entire case, the case should be
noted on the Examiner's calendar st the date
on the . Clerk's cards and, it applicant
does not call up the case, the Examiner should
do 80 unless the senior party’s patent will soon
issue, since there is no period for response run-
ning sgainst the applicant and the cass should
not be permitted to remain indefinitely among
the files inthemminingmtg.f e

It sometimes happens that the application of
the junior party s not amended and nothing
else occurs to bring it to the sttention of the

‘Examiner, and that the patent to the senior

party issues and is not promptly cited to the

junior party. This works an unneosssary herd-

ship upon the junior applicent snd the Office
should make every effort to give him action in
view of this reforence at the earliest ble

‘date. ‘To this end, the Examiner should keep

informed as to the progress of the senior apph-
cation and cite the patent with appropriate
comment to the junior spplicant immediatel

gglr)its issue, (Basis: Notice of February 15,

If, at the end of the six months’ suspension.

it appears likely that the senior application will

assed to issue within the next six months,
action on the conflicting claims and claims not
patentable over the senior party's case should
again be suspended for a period of six months.
Of course, it the first suspension was directed
to certain claims only and the usual action was
given on other claims, it iv necessary for the ap-
plicant to make such response as is required to
the action on the other claims.

If, at the end of the first six months’ suspen-
sion, there is no likelihood of the senior party’s
application being put in condition for allow-
ance within the nest six monthe and the onl
unsettled question in the junior party’s case is
the disposition of the claims on which action
was wnded, then the interference should be
declared.

If the junior application is in issue when the
interference is discovered and, in correspond-
ence under Rule 202, the junior applicant fails
to make the date of the senior party, the junior
application should be withdrawn from issue
(sce “Lotter Forms Used in Interferences,”
1112.04) and o lstter sent informing him that
the interfering claim or claims and cleims not
patentable over the senior party’s case cannot
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plications; suggestion of olaima for interference. (a) -

- Refore’ tho deciaration of Interference, it must be de-

termined by the examiner that there is common pat-
entable subject matter in the cases of the rupecum
parties, patentablé to each of the wcﬁve mruau.
subject to the determination of the questiom of pri-
ority. Claims in the same langusge, to form the counts
of the interference, must be pressnt or be presented, in
each mppiication ; except that, in cases where, owing to
the nature of the disclogures in the réspective applica-
tions, it is not possible for all applications to properly

‘include & clatm in fdentical’ phraseciogy te define the

common Invention, an intesference may be declared,
with the approval of the Commissioner, using as a

vconnt mﬂn& the W“‘ cnbjeet matter a

jing:erterinx amﬂicaﬁons by an imma-
terial’ ummdon ‘o ‘variation.

(b) When the ciaims of two or more applications
differ in phraseology, but reiate to substantially the
same patentable subject matter, the examiner shall,
if it has been determined that an interference should
be declared, suggest to the parties such claims as are
necessary to cover the commen invention in the same
language. The parties to whom the clailms are sug-
gested will be reguired to make those claims (1. e, pre-
sent the suggested claims in their applications by
amendment) within a specified iime, not less than 80
days, in order that an Interference may he declared.
The faflure or refusal of any applicant to make any
claim suggested within the fime specified, shall be
taken without further action ss a disclaimer of the
invention covered by thai claim unless the time be
extended,

{(¢) The suggestion of clalms for purpose of inter-
ference will not stay the period for response to an
Office action which may be running against an appli-
cation, unless the claims are made by the applicant
within the time specified for making the claima,

{(d) When an applicant presents a claind fn his ap-
plication (not suggested by the examiner as specified
in this rule) which is copied from some other appli-
cation, either for purpose of interference or otherwise,
he muat so state, at the time he presents the claim and
identify the other application.

Although the subject of suggesting claims is
treated in detail at this point in the discussion

Hi5e368 ) - 6T - 14

.p{fammg din poiod 4 ‘ié‘ié’“ﬁi&‘;:‘
copies & claim
- without on by the Ezaminer,
Rnle 203(d) requires lum to. “sao state, at the
time he maeats the claim and identify the
other application.”

The question of what clauns to suggest to the
interfering applications is one of great im-

o8, ami ailure to suggest such claims as

will define clearly the matter in issue leads to
confasion and to prolongation of the contest.

‘While it iz much to be desired that the clsims
suggested (which are to form the issue of the
interference) should be claims already present

“!’?11

_in one or the other of the applications, yet if
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claims annct be

» found in the ap ?hmtmns
which satisfactorily express the issue it may be
necessary to frame a claim or claims reaﬁmgon
all the applications and clearly expressing the
interfering subject matter and su it or
them to all parties. Whether selecting a claim
already presented or framing one orsuggwtmn
to all parties, the examiner should keep in mind
that where one application has & less detsiled
disclosure than others there is less chance for
error in finding su gort in all applications if
language is selec rom the application with
the less detailed disclosure.
It is not necessary that all the claims of each
pam, that read on the other party’s case be
ed. The counts of the 1ssue should be
represeutatne claims and should be materially
different. Stated another way, the difference
between counts should be one not taught by the
rior art, and should have a significant effect
i the subject matter involved, In general, the
broadest patentable claim which is allowable
in each case should be used as the interfesence
count and additional claims should not be sug-
gested unless they meet the foregoing test as
to material difference. In determining the
broadest patentable count the examiner should
avoid the use of specm(' language which im-
poses an unnecessary limitation. Claims not
patentably different from counts of the issue are
re;wctad in the application of the defeated party
after termination of the interference.
The claims to form the issue of the interfer-
ence are suggested to all parties who have not
airexdy made those claims,
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1100.01K)
1101.01(k)

Suggestion  of Tlaims,
Conflicting Parties Have
Same Attorney

Rule 208. Conflicting parties kaving same attorney.
Whenever it shall be found that twe or more parties
whose interests appear to be in conflict are represented
by the same attorney or agent, the examiver shall
notify each of said principal parties and the aftorney
or agent of this fact, and shall also call the matter
to the attention of the Commissioner. If conflicting
interests exist, the same attorney or agent or his asso-
ciates will net be recognized to represent either of the
parties whose Interests are in confiict without the
consent of the other party or in the absence of special
circumstances requiring such representation. in fur-
ther proceedings before the Patent Office involving the
matter or application or patent in which the conflict-

ing interests exist.

This notification should be givea to both par-
ties at the time claims are suggested even
though claims are suggested to only one party.
Notation of the persons to whom this letter is
mailed should be made on all copies. {(See
“Letter Forms Used in Interferences,” 1112.03.)
The attention of the Commissioner is not called
to the fact that two conflicting parties have the
same attorney until an actual interference is
set up and then it is done by notifying the
Examiner of Interferences as explained in

1102.01 (b).

1101.01(1) Suggestion of Claims, Ac-
tion To Be Made at Time
of Suggesting Claims

At the same time that the claims are sug-
gested an action is made on each of the applica-
tions that are up for action by the Examiner.
whether they be new or amended cases. In this
wag possible motions under Rule 231(a) (2)
and (3) may be forestalled. That is, the action
on the new or amended case may bring to light
patentable claims that should be included as
counts of the interference, and, on the other
hand, the rejection of unpatentable claims will
serve to indicate to the opposing parties the
position of the Examiner with respect to such
claims.

The Examiner is required to inform each
applicant when the interference is declared
what claims in his application are unpatentable
over the issue. There would seem to be no obh-
jection to. and many advantages in, giving this
information when suggesting claims,

Where in a letter suggesting claims to an
applieant for interference. the Examiner states
that none of the claims in the ease is patentable
over the claims suggested. this statement vows
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not constitute a formal rejection of the claima,
gr that after the &?imtim of th:i‘w'iod. fﬁmd

. pregenting W ims, iIf po
amm?iment h':g; been filed, the Examiner should
make s definite action on the claims then in

the application.

1101.01(m) Suggestion of Claims,
Time Limit Set for Mak-
ing Suggested Claims

Where claims are suggested for interference,
a limited griod determined by the Examiner.
not less than 30 days, is set for reply. See
710.02{¢).

Should any one of the applicants fail to
make the claim or claims suggested to him,
within the time specified, all his claims not pat-
entable thereover are rejected on the ground
that he has disclaimed the invention to which
they are directed. If applicant makes the sug-
gested claims later they will be rejected on the
same ground unless the delay is satisfactorily
explained. (706.03(u).)

1101.01(n) Suggestion of Claims,
Suggested Claims Made
After Statutory Period
Running Against Case

It Sﬁgested claims are made within the time
specified for making the claims, the applicant
may ignore other outstanding rejections in the
application. Even if claims are suggested in
an application near the end of the statutory pe-
riod running against the case, and the time limit
for making the claims extends beyond the end
of the period, such claims will be admited if
tiled within the time limit even though outside
the six months’ period and even though no
amendment was made respousive to the QOiffice
action outstanding against the case at the time
of suggesting the claims. No portion of the
case is abandoned provided the applicant makes
the saggested claims within the time specified.
However, if the suggested claims are not thus
made within the specified time, the case becomes
abandoned in the absence of a responsive
amendment filed within the six months’ period.
Rule 203 (¢}.

1101.01(0) Suggestion of Claims,
Application in Issue or in
Interference

An application will not be withdrawn from
issue for the purpose of suggesting claims for
an interference.  When an application is pend-




ing before the Examiner which contains one or
more claims, which may be made in n ease in
issue, the Examiner may write a letter sugpgest-
ing such’ ¢laims to the applicant whose vase is
in issue, stating that if such claims be made
within a certain specified time the case will be
withdrawn from issue, the amendment entered
and the interference declared. Such letters
must be submitted to the Group Manager. If
‘the su ed claims are not copied in the
application in issue, it may be necessary to
withdraw it from issue for the purpose of re-
jecting other claims on the implied disclaimer
resulting from the failure to copy the suggested
claims, using form at 1112.04.

When the Examiner suggests one or more
claims appearing in a case in issue to an appli-
cant whose case is pending before him, the case
in issue will not be withdrawn for the purpose
of interference unless the su ed claims
shall be made in the pending application with-
in the time specified by the Examiner. The
letter suggesting claims should be submitted to
the Group Manager for approval. -

In either of the above cases the Issue and
Gazette Branch should be notified when the
claim is suggested, so that in case the final fee
is paid during the time in which the suggested
claims may be made, proper steps may be taken
to prevent the final fee from being applied.
(Basis: Order 1365.)

The Examiner should borrow the allowed ap-
plication from the Issue and Gazette Branch
and hold the file until the claims are made or
the time limit expires. This avoids any pos-
sible issuance of the application as a patent
should the final fee be paid. To further insure
against the issuance of the application, the
Examiner may pencil in the blank space fol-
lowing “Final Fee” on the file jacket the ini-
tialled request: “Defer for interference.”
The final fee is not applied to such an applica-
tion until the following procedure is carried
out.

When notified that the final fee has been re-
ceived, the Examiner shall prepare a memo to
the Issue and Gazette Branch requesting that
issue of the patent be deferred for a period of
90 days due to a possible interference. This
allows a period of 60 days to complete any
action needed. At the end of this 60 day
period, the application must either be released
to the Tssue and Gazette Branch or be with-
drawn from issue. using form at 1112.04.

When an application is found having elaims
to he suggested to other applications already
involved in interference, to form another inter-
ference. the Primary Examiner requests juris-
dietion of the last named applicatinne. To this
end a separate letter (cee form at 1112.06(a)).
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adﬁwm& to the Commissloner is written for

each  file mfmﬁ% only to thet file, and s
laced therein, This M%m* ?ﬁmm the Group
fon,

anager for his approval, a with the a
slication{s) under the jurisdiction of the
Sxaminer and the interfering application which

the Examiner mﬂinnrilyngarmws from the
Service Branch of the Board of Patent Inter-
ferences on an informal basis. In case the
application is to be added to the existing inter-
ference, the Primary Examiner need only send
the application and form PO-850 properly
filled out as to the additional application and
identifying the interference, to the Patent
Interference Examiner who will take the appro-
priate action. Section 1106.02.

1101.02 With a Patent

Rules 204, 205 and 206 quoted below deal
with interference involving patents.

Rule 204 Interference with « patent; cffidevit dy
junior applicant. {a) The fact that oue of the parties
has alrendy obtained & pateat will not prevent an inter-
ference. Although the Commissioner has no power {6
cancel a patent, he may grant spother patent-for the
same invention to a person who, In the interference,
proves himself to be the prior inventor,

(b} When the effective filing date of an applicant
is three months or less suhbseguent to the effective
filing date of a2 patentee, the applicant, before the in-
terference will be declared. shall fle an affidavit that
ke made the invention iv controversy in this country
before the effective filing date of the paientee, or that
his acts in this country with respect to the invention
were sufficient to establish priority of invention rela-
tive to' the effective filing date of the patentee.

(¢} When the effective Siing date of an applicant is
more thap three months subsequent to the effective
filing date of the patentee, the appiieant, before the
interference will be declared, shall file two coples of
affidavits by himscelf and by one or more corroborating
witnesses, supported by documentary evidence if avail.
able, setting out & factual deseription of actz and cir
cumstances which would pritna facie entitle him to an
award of priority relative to the effective fling date
of the patentee, and sccompaniest by an explanation
of the hasis on which he believes that the factz set
forth would overcome the effective filing date of the
patentee, TU'pon a showing of sufficient cauge. an
affidavit on information and belief g5 to the expected
testimony of a8 witness whose testimony iR necessary
to overcome the filing date of the patentee muy be
accepted in lea of an affidavit by such witness, If the
examiner finds the ease to be otherwise in condition
fur the declaration of an interference he will conulder
ihix niaterial ondv o the extent f determining whethey
a date prioy to the effective Qling date of the patentes s
aleged, and if so, the interference will b declared,
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The extensive discussion of modified patent
claims below should not be misinterpreted.
Most interferences between applications and
patents have the exact patent claim as s count.

As a patentee may not alter his clsims (ex-
cept by reissue) an applicant must make one
or more claims of the patent or a claim cor-
responding snbstantially to a claim of the pat-
ent and differing therefrom by an immaterial
variation or by the exclusion of an immaterial
limitation to invoke an interference as stated in

Rule 205. ‘

Where a patent claim must be modified, the
count. of iie interference should be the broader
claim as between the patentee and the applicant.
Thus, if an immaterial limitation is excluded.
the count of the interference should be a copy
of the modified patent claim as made in the
application following the practice as explained
in Bonine v. Bliss, 1919 C.D. 75; 265 O.G. 306,
(Basis: Notice of October 3, 1962.)

For the practice to be followed where an in-
terference 1n fact exists between a patent and
~ an application but, because of over]apﬂng nu-

merical ranges or differences in Markush
groups, for instance, priority cannot be prop-
erly determined on the basis of a patent claim.
see the following Notice:

It has been found that the practice set forth
in Ex parte Card and Card, 112 O.G. 499, 1804
C.D. 383, does not adequately take care of all
sitnations where there is an interference in fact
between a patent and an application but there
are obstacles to the applicant making the exact
patent claim.

In those cases where the claim of the patent
contains an immaterial limitation which can
he wholly eliminated or suitably modified so as
to broaden the claim. the practice set forth in
Ex parte Card and Card should continue to be
followed.

A. In some cases, the disclosure in the appli-
cation, although for the same generic inven-
tion in fact as the patent claim, is somewhat
narrower than the claim of the patent. Under
such circumstances, the applicant should be
permitted to copy the claim of the patent
as exactly as possible, modifying it only by
suhstituting language based upon his own nar-
rower disclosnre for the limitation in the patent
claim which he can not make. In declaring
the interference, the exact patent claim should
be used as the count of the interference and it
should be indicated that the claim in the appli-
cation corresponds substantially to the inter.
ference count.

Examples of the practice outlined in the
preceding paragraph:

I. Parent Crarvs A Rance oF 10 10 90,

Application discloses a range of 20 to 80.
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there being no distinction in substance between
the two ranges. :

Ap{)l_nmtwn may be permitted to copy the pat-
ent claim, modifying it by substituting his
range of 20 to 80 for the renge of 10 to 90 in
the patent claim.

Interference shouid be declared with the ex-
act patent claim as the count and it should be
indicated that the claim in the application
corresponds substantially to the interference
count. '

II. Parent Crarws o Marxuse Guovre or 6
Meyspens.

Application discloses a Markush group of 5
of the same 6 members, there being no distine-
tion in substance between the two grou
Api:\licant may be permitted to copy tgj pat-
ent claim, modifying it by substituting his
5-member group for the 6-member group in
the patent claim.

Interference should be declared with the ex-
act patent claim as the count and it should be
indicated that the claim in the application cor-
responds substantially to the interference count.

B. In some cases, the disclosure in the ap-
plication, although for the same invention in
fact as the patent claim, is somewhat broader
than the elaim of the patent. Under such cir-
cumstances, in initially declaring the interfer-
ence the applicant should be required to make
the exact patent claim and the interference
should be declared on that claim. Howerver, if
the applicant presents and prosecutes a motion
to substitute a broader count and, in connec-
tion with such a motion, makes a satisfactory
showing, as by demonstrating that his best
evidence lies outside the exact limit of the
patent claim, the applicant may be permitted
to substitute a count wherein language based

“upon his slightly broader disclosure replaces

the corresponding limitation in the patent
claim. In redeclaring the interference, the
application claim should be used as the count
of the interference and it should be indicated
that the claim in the patent corresponds sub-
stantially to the interference count.

Examples of the practice outlined in the pre-
ceding paragraph:
1. Parexnt Cravs & Raxee or 20 o 80.

Application discloses a range of 19 to 90,
there being no distinction in substance between
the two ranges.

Applicant should be required initially to

copy the exart patent claim,
Interference should be declared initially with
the exact patent claim as the count.
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However, if, in seeking interference the a&
plicant makes a satisfactory showing of t
necessity for including the ranges of 10 to 20
and 80 to 90 in the interference count, the inter-
ference may be declared having as a count the
patent claim modified by substituting hxs.ranﬁe
of 10 to 90 for the range of 20 to 80 in the
. patent claim.  Rule 205(a).

~ Similarly, the applicant may seek such sub-
stitution after the interference is declared on
a motion to

the exact patent claim by filin
r range sup-

substitute a count with the broa
ported by a similar showing.

In either case where the application claim is
accepted as a count, it should be indicated in
the interference notices and declaration sheet
that the claim in the patent corresponds sub-
stantially to the interference count.

I1. Patent Cramds A Mareusa Geove or 5
MEeMBERS.

Application discloses a Markush group of 6
members, including the 5 claimed in the pat-
ent, there being no distinction in substance be-
tween the two grou(l)s.

Applicant should be required initially to
copy the exact patent claim.

1721
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Interference should be declared initially with
the exact patent claim as the count,

I, in connection with a motion to substitute,
the applicant mekes a satisfactory showing of
the necessity for including the sixth member
in the interference count, he may be permitted
to present the patent claim modified by substi-
tuting his 6-member group for the 5-member
group in the patent claim. :

Interference should be redeclared with the
application claim as the count and it should be
indicated that the claim in the patent corre-
sponds substantially to the interference count.

C. Some cases may include aspects of both
A and B, above. Such cases should be appro-
priately treated by the same general principles
outlined above,

Examples of cases involving mixed aspects:

I. Patent Cramvs A Raxce oF 10 1o 80.

Application discloses a range of 20 to 99,
there being no distinction in substance between
the two ranges.

{a) Imitially, applicant may be permitted to
copy the patent claim, modifying it by sub-
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'stfng the range of 20 to m for the range

of 10 to 80 in;the\_f?utent claim.

Interference shouid be initislly declared with
the ‘exact patent claim as the count and it
should be indicated that the claim in the ap-
terference ‘count. -

(b) I, in connection with a motion to sub-
stitute, the applicant makes a satisfactory
showing of the necessxt;v for including the
range of 80 to 90 in the interference count, he

may be permitted to present the patent claim

modified by submitting his range of 20 to 90
for the range of 10 to 80 in the patent claim.
Interference should be redeclared with a
count covering the range of 10 to 9% and it
should be indicated that both the claim in the
patent and the claim in the application cor-
respond substantially to the interference count.

I1. Patent Crans o MarkvsH Grour oF 6
MExMBERS. - ,

Application discloses a Markush group of 5
of the same 6 members, plus another member
not claimed in the patent, there being no dis-
tinction in substance between the two groups.

(n) Initially, applicant may be permitted to
copy the patent claim, modifying it by sub-
stituting the 5 members of the patent claim
which he discloses for the 6-member group in
the patent claim,

Interference should be declared initially with
the exact patent claim as rhe count and it

should be indicated that the claim in the appli- |
cation corresponds substantially to the inter--

ference count.

(b) If, in connection with a motion to sub-
stitute, the applicant makes a satisfactory
showing of the necessity for including his addi-
tional member of the group. he may be per-
mitted to present the patent claim modified by
substituting the 6-member group which he dis-
closes for the 6-member group in the patent
claim.

Interference should be redeclared with a
count including in a Markush group all 7
members claimed in the patent and disclosed
in the application and it should be indicated
that both the claim in the patent and the claim
in the application correspond substantially to
the interference count.

The practice outlined above should be re
stricted to situations where the inventions
claimed in the patent and disclosed in the
application are clearly the sume. =0 that there
is truly an interference in fact.

Until further notice, interferences declared
or redeclared in accordance with this practice
should be submitted to the Group Manager.

All prior decisions, orders. and notices are
hereby overruled to the extent that they may

plication corresponds substantially to the in-

110102

be inconsistent with the said practice. (Basis:
Notice of April 56,1054
Some cases may include aspects of both a
Card situation and those of an “A" or “B”
situation noted above. These cases should be
treated iu accordance with the general prin-
ci%les outlined in the foregoing notice.. ,
_For rejection of copied patent claims see
1101.02(f). ‘ |

Rule 205. Interfevence with a patent ! copying olaims
from patent. (a) Before zn interference will be de-
clared with a patent, the applicant must present in his
application copies of all the claiing of the patent which
also define his Invention and such claims must be
patentable in the spplication. However, an interfer-
ence may be declared after copying the claims exclud-
ing an immaterial limitation or variation if such
immaterial limitation or variation is not clearly sup-
ported in the application or if the applicant otherwise
makes a satisfactory showing in justification thereof.

{b) Where an applicant presents a claim copied or
substantially copied from a patest, he must, at the
time he presents the claim, identify the patent, give
the nomber of the patented claim. and specifically
apply the terms of the copied elaim to his own dis-
closure, unless the claim is copied in respopse to 2
suggestion by the Office. The examiner will call to the
Commissioner's attention any instance of the filing of
an application or the preseantation of an amendment
copring or substantially copring claims from a patent
without calling attention fo that fact and identifying
the patent,

Rule 206. Interference with a patent; claims improp-
erly copied. (a) Where claims are copied from a
patent and the examiner is of the opinion that the
applicant can make only some of the elaims so copied,
he shall notify the applicant to that effect, state why
he is of the opinion the applicant cannot make the
wither claims and state further that the interference
will be promptly declared. The applicant may pro-
ceed under rule 231, if he desires o further contest
hix right to make the claims not incladed ity the decia-
ration of the interference,

tb) Where the examiner is of the apinion that none
of the claims can be made, he shall reject the copled
claims stating why the applicant cannot make the
claims and set a time limit, not less than 30 days, for
repiy. If, after response by the applicant, the refjec-
rion is made final, a similar time limit shall be set for
appeal. Failure to respond or appeal. as the case may
be, within the time fixed will in the absence of & satis-
factory showing, he deemed a disclaimer of the inven-
tion claitned,

When an interference with a patent is pro-
posed it should be ascertained before any steps
are taken whether there is common ewnership.
A title report must be placed in the patented
file when the papers for an interference be-
tween an applieation and a patent are for-
warded. To this end the Examiner, before
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1101.02(a)
should refer the patented fils to the Assigm-
ment Branch for notation as to ownership.
, Parent 1¢v Dirrzsewr Grovr
Where claims are copied from a patent clas-
sified in another group, t}n
i

and the interference is

“propriety of de-

where the copied claims would be classi-

clsring the interf‘ereﬁea‘&c }:nrgg ' ll)s d«;lcid‘ed’ by
an y the up
t

fied. In such a case, it ma ;
transfer the application, including the draw-
ings, temporarily to the group which will
declare the interference. A print of the draw-
ings should be made and filed in the group
originally having jurisdiction of the ap&lica-
tion in place of the original drawings. When
claims are copied from a plurality of patents
classified in different groups, the question
of which group should declare the interfer-
ences should be resoived by agreement be-
tween the KExaminers of the groups con-
cerned, possibly in consultation with the
Directors involved.

Copying Claims From a
Patent

A large proportion of interferences with a
patent arise through the initiative of an apﬁli-
cant in copying claims of a patent which has
come to his attention through citation in an
Office action or otherwise. .

If, in copying a claim from a patent an
error is introduced by the applicant, the Ex-
aminer should correct applicant’s claim to cor-
respond to the patent claim. A notation should
be added to his letter (POL 76) stating that
the correction has been made.

However, in some instances the Examiner
observes that certain claims of a patent can be
made in a pending application and, if the pat-
ent is not a statutory bar, he must take steps
to avoid the issuance of a second patent claim-
ing the same invention without an interfer-
ence. The practice set forth hereinbelow ap-
plies when an issued patent and & pendin§
application are not commonly assigned. I
there is a common assignment, a rejection as
outlined in 305 should be made if an attempt
is made to claim in the pending application
the same invention as is claimed 1n the patent.

A patent claiming the same invention as that
being claimed in an application can be over-
come only through interference proceedings.
Where the effective filing date of the applica-
tion is prior to that of the patented application,
no oath is required.

If the effective filing date of the applicant is
three months or less later than that of the pat-
ented application, the applicant must submit an
affidavit that he made the invention prior to the
filing date of the patent. even thongh there was

1101.02(a)
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Wm the two spplications, Rule
(b). The aflidavit may be made by persons
other than the ieant. Cf. 715.04.

If the effective filing date of the applicant is
more g;n t!;lmmon ls laterrthan : 'of_gxs
ented appiication, the applicant 1s requx
g;-arle 2&(0) to submit zlt showing by affi-

davits including at least one by a corro

witness, and documentary exhibits setting fort.
acts and circumstances which if proven by tes-
timony taken in due course would provide suf-
ficient basis for an award of priority to him
with respect to the effective filing date of the
patent application. In connection with a re-
quirement for a showing under Rule 204 (b) or
{c), or in examining such a showing submitted
voluntarily, the Examiner must determine
whether or not the pateniee is entitled to the
filing date of an earlier domestic or foreign
application. A determination that » divisional
or continunation relationship is acknowledged in
the heading of the patent is sufficient for this
purpose as to a parent application thus men-
tioned. In the case of a foreign application
this determination will not be made unless
the necessary papers (Rule 55(b)) are already
of record in the file, including a sworn trans-
lation of the foreign application if it is not in
the English lan.%'uage. Where the benefit of
such earlier application is then accorded the
patentee, this fact should be noted on the form
PO-850 and will be stated in the notices of
interference.

The Examiner will examine the showing to
determine whether it includes the two copies
of affidavits and exhibits and is accompanied
by an explanation of the pertinency of the
showing as required by the rule. If dupli-
cate copies of any of the affidavits or exhibits
are omitted, the Examiner will notify the ap-
plicant of such omission and state that because
of it the application cannot be forwarded for
declaration of the interference. Lack of an
explanation should be treated similarly except
that if there are accompanying remarks, with
the amendment or in a separate paper, which
appesr to be an explanation their sufficiency
should not be questioned. A period of twenty
days should be set within which to correct the
omission.

The substance of the showing will be con-
sidered by the Examiner only to the extent of
determining that it includes an allegation relat-
ing to priority of at least one date prior to the
effective filing date of the patentee. Absent
such a date, the deficiency should be pointed out
and the copied claims rejected on the patent
with a time limit for response under Rule 203.
If such an allegation is present and the inter-
ference is otherwise proper, the Examiner will




forward the application and the patented file
with form for declaraiion of the inter-
ference. The Board of Patent Interferences
will consider the sufficiency of the ﬂhom&g
p;tsgr to declaration of the interference (Rule
Although, aside from dates, the examiner
will not normally attempt any evaluation of
the sufficiency of the showing, an exception may
be made where it is clear beyond auy argument
that the showing relates to an invention of &
different character from that of the copied
claims. In such a case, the examiner may re-
fuse to accept the showing and reject the copied
claims on the patent. ‘

If the filing date of the patent preeedes the
filing date of the application and the patent is
not a statutory bar against the a%glication, the
claims of the application should be rejected on
the patent. If it appears that the applicant
is claiming the same invention as is clasimed in
the patent and that the aptglicant is able to
make one or more claims of the patent, a state-
ment should be included in the rejection that
the patent cannot be overcome by an affidavit
under Rule 131 but only through interference
proceedings. Note, however, 35 U.S.C. 135,
2d par. and section 1101.02(f). If the appli-
cant controverts this statement and presents an
affidavit under Rule 131, the case should be
considered special, one claim of the patent
which the applicant clearly can make should
be selected, and an action should be made re-
fusing to accept the affidavit under Rule 131
and requiring the applicant to make the se-
lected claim as well as any other claims of the
patent which he believes find support in his
application. If necessary, the applicant should
be required to file the aflidavit and showing re-
quired bg Rule 204. In making this require-
ment, where applicable, the applicant should
be notified of the fact that the patentee has been
accorded an earlier effective filing date by vir-
tue of a parent or foreign application. A time
limit for response should be set under Rule 203.
In any case where an applicant attempts to
overcome a patent by means of affidavit under
Rule 131, even though the examiner has not
made a rejection on the ground that the same
invention 1s claimed in the patent, the claims of
the patent should be examined and, if appli-
cant is claiming the same invention as is claimed
in the patent and can make one or more of
claims of the patent, the affidavit under Rule 131
should be refused. and an action such as out-
lined in the preceding part of this paragraph
should be made. If necessary, the require-
ments of Rule 204 should be specified and a
time limit for response should be set under

Rule 203.

1101,02(b) Copying Claims From a

If a patent, having s filing date later than
the filing date of an application, discloses the
same subject matter as disclosed in that ap-
plication ‘and if the. application claims the
same invention as that claimed in the patent
so that a second patent could not be granted
without interference proceedings, the patent
should be cited and one claim of the patent
which applicant clearly can make should be
selected and the applicant should be required

- to make the selected claim as well as any other
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claims of the patent which he believes find

support in his application.
" an application claims an invention pat-
entably different from that claimed in a pat-

ent, which discloses the same subject matter as
that disclosed in the application but which has
# filing date later than the filing date of the
application, so that a distinet patent could be
granted to the applicant without interference
proceedings, the patent should be only cited to
the applicant. Thus, it is left to the applicant
to determine whether he wishes to and ca

copy the claims of the patent. :

1101.02(¢) Copying Claims From a
Patent, Difference Be-

tween Copying Patent
(laims and Suggesting
Claims of an Application

The practice of an applicant copying claims
from a patent differs from the practice of sug-
gesting claims for a prospective interference
involving only applications in the following
respects:

(1) No correspondence under Rule 202 is
conducted with a junior applicant who is to
become involved in an interference with a pat-
ent but, instead, an affidavit under Rule 204
is required.

(2) When a question of possible interfer-
ence with a patent arises, the patent should be
cited, whereas no information concerning the
source of the claim should be revealed when
a claim is suggested for a prospective inter-
ference involving only applications.

{3) All claims of a patent which an appli-
cant can make should Ee copied.

(4) Claims copied by an applicant from «
patent may differ from the patent claims by the
exclusion of an immaterial limitation or vari-
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‘ation which the applicant can not inake or tipon

a satisfactory showing: (Rale 205(a) ), whereas

claims suggested’ for an interference hetween

‘8 ghmnonsmnst normally: be identica! though

nle 202(n) ,

proval of the Commissioner.

1101.62(d) Copying Claims From a
" Patent, Copied Patent

- Claims Not Identified

If an attorney or agent presents a claim
copied or substantially copied from a patent
without indicating its origin he may be deemed
to be seeking, obriously improperly, to obtain
a claim or claims to which the applicant is not
entitled under the law without an interference,
or the Examiner may be led into making an
action different from what he would have
made had he been in ion of all the facts.
Rule 205(b) therefore requires the Examiner
to ‘“call to the Commissioner’s attention any

rmits an exception with the ap-

instance of the filing of an application or the.

presentation of an amendment copyving or sub-
stantially copying claims from a patent with-
out calling attention to the fact and identify-
ing the patent.”

1101.02(e) Copying Claims From a
Patent, Making of Patent
Claims Not a Response to

Last Office Aetion

The making of claims from a patent when
not required by the Office does not constitute a
response to the last Office action and does not
operate to stay the running of the statutory pe-
riod dating from the unanswered Office action.

The declaration of an interference based on
such claims before the expiration of the state
utory period, by operation of Rule 212 stays
the running of the statutory period.

1101.02(f) Copying Claims From a
Patent., Rejection of

Copied Patent Claims

Resecrion Nor AppLicante TO PATENT

When claims from a patent are made, the
application is taken up at once and the Exam-
iner may reject such claims in the application
if the ground of rejection is not also applica-
ble in the case of the patent. Examples of
such a ground of rejection are insufficient dis-
rlosure in the application. a reference whose
date is junior to that of the patent, or berause
the claims copied from a patent are barred to
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applicant by the second paragraph of 35 US.C.
lg),whxch’ruds Pﬂ PR s

%A claim which is the same as, or for the same
or substantially the same subject matter as, a
claim of an issued patent may not be made in
any application unless such a claim is made
prior to one year from the date on which the
patent was granted.”

Tt should be noted that an applicant is per-
mitted to copy a patent claim outside the year
period if he has been claiming substantially
the same subject matter within the year limit.
See Thompson v. Hamilton, 1846 C.D. 70, 585
0.G. 177; In re Frey. 1950 C.D. 362, 639 O.G.
5: Andrews v. Wickenden, 1952 C.D. 176, 659
0.G. 305; In re Tanke et al., 1954 C.D. 212;
687 O.G. 877; Emerson v. Beach, 1955 C.D. 34;
691 0.G. 170; Rieser v. Williams, 118 U.S.P.Q.
Z% Stalego et al. v. Havmes et al., 120 U.S.P.Q.

As is pointed out in Rule 206, where more
than one claim is copted from a patent, and
the Examiner holds that one or more of them
are not patentable to applicant and at least
one other is, the Examiner should at once initi-
ate the interference on the elaim or ¢laims con-
sidered patentable to applicant, rejecting the
others, leaving it to applican* to proceed under
Rule 231(a) (2) in the event that he does not
acquiesce in the Examiner’s ruling as to the
rejected claims. ’

Where all the clainis copied from a patent
are rejected on a ground not applicable to the
patentee the Examiner sets a time limit for
reply, not less than thirty davs, and all subse-
nuent actions. including action of the Board
on appeal, are special tn order that the inter-
ference may be declared as promptly as pos-
sible, Failure to respond or appeal, as the
case may be, within the time fixed, will, in the
absence of a satisfactorv showing, be deemed a
diselaimer of the invention claimed.

While the time limit for an appeal from the
final rejection of a copied patent elaim is usu-
ally set under the previsions of Rule 206, where
the remainder of the case is ready for finsl
action, it may be advisable to set a shortened
statutory period for the entire case in accord-
ance with Rule 136.

The distinction between a limited time for
reply under Rule 206 and a shortened statutory
period under Rule 13€¢ should not be lost sight
of. The penalty resulting from failure to reply
within the time Jimit under Rule 206 is loss of
the claim or claims involved, on the doctrine of
disclaimer, and this is appealable: while failure
to respond within the set statutory period (Rule

36) results in abaudonment of the entire ap-
plication.  That i1s not appealable. Further, a
belated response after the time limit set in ac-
cordance with Rule 206 may be entered by the




Examiner, if the delay is satisfactorily ex-

plained (except that the approvul of the Com-

missioner is required where the situation de-
seribed in the next paragraph below exists) ; but
one day late under Rule 136 period, no matter
what the excuse, results in abandonment. How-
ever, if asked for in advance, one extension of
either period may be granted by the Examiner,
provided that extension does not go beyond the
six months’ period.

Coriep OQursine Tinye Livar

Where a patent claim is suggested to an
applicant by the Examiner for t%xe purpose of
establishing an interference and is not copied
within the time limit set or a reasonable ex-
tension thereof, an amendment presenting it
thereafter will not be entered without the ap-
proval of the Commissioner. (Basis: Notice
of September 27, 1933.)

The rejection of copird patent claims some-
times creates a situation where two different
periods for response are running against the
application—one, the statutory period dating
from the last full action on the case: the
other, the limited period set for the response

176.1

 INTERFERENCE
to the mejection (either first or final) of tl';:

 1101.02()

patent claims.' This coundition should
avoided where possible as by setting a short-
ened period for the entire case, but where un-
avoidable, it should be emphasized in the Ex-
aminer’s letter.

In this connection it is to be noted that a reply
to a rejectiop or an appeal from the final rejec-
tion of the patent ¢laims wiil not stay the run-
ning of the regular statutory period if there be
an unanswered Office action in the case at the
time of reply or appeal, nor does such reply or
appeal reheve the Examiner from the duty of
acting on the case if up for action. when reached
in its regular order.

Where an Office action is such as requires the
setting of a time limit for response to or ap-
peal from that action or a portion thereof, the
Examiner should note at the end of the letter
the date when the time limit period ends and
also the date when the statutory period ends.
(Basis: Xotice of June 29, 1938} See 710.04.

RrJecriox AppuicaBrLE To PATENT AxD
ArrLICATION

If the ground of rejection is applicable to
both the claims in the application and the claims
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e even if it would ulso be applicable

_ to the patent. However, if such a reference is

while an_interference involving a

“on motions, he should under Rule 237,
Iast sentence. If 2 re ce is discovered at
- any other time during the course of an inter-
ference,.the Examiner proceeds in accordance
with Rule 237 and ion 110505 of the
Manual. The Director’s approval must be
obtained before forwarding the form letter
of Sec. 1112.08 and before mailing the decision
on motion. (?asis: Portions of Notice of
March 15, 1950.

The decision on such a motion should avoid
any comment on the patentability of the claims
already granted to the patentee. See Noxon
v. Halpert, 128 U.S.P.Q. 481.

1101.02(g) Copying Claims From =

: Patent, After Prosecution
of Application Is Closed
or Application Is Allowed

An amendment presenting a patent claim in
an application not in issue is usually admitted
and geen?mpt-ly acted on. However, if the case
had n closed to further prosecution as by
final rejection or allowance of all of the claims,
or by appeal, such amendment is not entered as a
matter of right. Where the prosecution of the
application is closed and the copied patent
claims relate to an invention distinct from that
claimed in the application, entry of the amend-
ment may be denied. (Ex parte Shohan, 1941
CD. 1; 522 0.G. 501.) Admission of the
amendment may very properly be denied in a
closed application, if prima facia the claims are
not supported by applicant’s disclosure. An
applicant may not have recourse to asserting a
patent claim which he has no right to make as
a means to reopen or prolong the prosecution
of his case. See 714.19(4).

ArrEr NoTiCE oF ALLOWANCE

When an amendment which includes one or
more claims copied or substantially copied from
a patent is received after the Notice of Allow-
ance and the Examiner finds one or more of the
claims patentable to the applicant and an inter-
ference to exist, he should prepare a letter [see
Letter Form 1112.04], requesting that the appli-
cation be withdrawn from issue for the purpose
of interference. ‘This letter, which should des-

ere  ment, to
“of Al!omoei which includes one or moreclaims -

. ignate the claims to be involved, should be sent
e 0 A e o ot

: Group then forwar
- together with the fle and thepmpoau!mnd-

an amendment is received after Notice

copied from s pnteut::
interference on any nd he should e an
oral report to the Group M r of the rea-
sons for refusing the reques interference.
Notification to applicant is made on Form
POL~271 if the entire amendment or s portion
of the amendment (including all the copied
claims) is refused. The following or equivalent
language should be employed to express the
adverse recommendation as to the entry of the
copied or substantially copied patent clsims:
“Entry of claims __._._._____ is not recom-
mended because (brief statement of basic rea-
sons for refusing interference). Therefore
withdrawal of the application from issue is not
deemed necessary.” (Basis: Notice of Decem-
ber 9, 1943 and January 6, 1953.)

copied or sub ‘
anl:l the Exammer& basis for refu

1101.03 Removing of Affidavits Be-
: fore Interference

When there are of record in the file, affida-
vits under Rule 131, 204(b) or 204(c) they
should not be sealed but should be left in the
file for consideration by the Board of Interfer-
ence Examiners. If the interference proceeds
normally, these affidavits will be removed and
sealed up by the Service Branch of the Board of
Patent Interferences and retained with the
interference.

In the event that there had been correspond-
ence under Rule 202, this should be obtained
f}t}mré 1the Law Examiner and left (unsealed) in
the file.

Affidavits under Rules 131 and 204, as well
as an affidavit under Rule 202 (which never be-
comes of record in the application file) are avail-
able for inspection by an opposing party to an
interference when the preliminary statements
are opened. Ferris v. Tuttle, 1940 C.D. 5: 521
O.G. 523. (Basis: Natice of (October 15, 1940.)

The now opened affidavits filed under Rules
131 and 204 may then be returned to the appli-
cation files and the affidavits filed under Rule
202 filed in the interference jacket.

1102 Preparation of Interference
Papers and Declaration

Rule 207---Preparation of interference papers agd
declaration of ioterference. (a2) When an interfer-
ence is found to exist and the applications are in con.
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m’ﬁmipumum asto the subject matter in I-ue 3

and,itaqidenufﬂngmh application. .
{b}. A patent interference examiner will im!tute
and declare the interference by forwarding notices to
the several parties to the proceeding. Each notice
shall inc.mdethenameandmsidenceoteachotthe

tthermﬁiesandthoseothbmomqoramt.nnd

of any. aseignee, and will identify the application of
each opposing party by serial number and filing date,
or in the case of a patentee by the number and date of
the patent. The notices shall also specify the issue of
the interference, which shall be clearly and concisely
defined in only as many counts as may be necessary to
define the interfering subject matter (but in the case

of an mt.erferenee with a patent all the claims of the

patent which can be made by the appllcunt should con-
stitute the counts), and shall indicate the claim or

claims of the respective cases corresponding to the

count or counts, If the application or patent of a
party included in the interference is a division, con-
tinuation or continnation-in-part of a prior application
and the examiner has determined that it is entitled to
the filing date of such prior application, the notices
shali so state. Except as noted in paragraph {e) of
this section, the notices shall also set a schedule of
times for taking various actions as follows:

(1) For filing the preliminary statements required:
by rule 215 and serving notice of such filing, not less -

than 2 moaths from the date of declaration.

{2) For each purty who files a preliminary state-
ment to serve a copy thereof on each opposing party
who also files a preliminary statement as required by
rule 215¢b), oot lese than 15 days afrer the expiration
of the time for filing preliminary stateinents.

{33 For filing motions under rule 231. not less than
4+ monthbs from declaration.

{e) The notices of interference shall be forwarded
by the patent interference examiner te all the parties.
in care of their attorneys or agents; a copy of the
notices will also be sent the patentees in person and, if

the patent in interference has been assigned, to the

assignees,

{d) When the notices sent in the interest of a patent
are retorned to the Office undelivered. or when one of
the parties resides abroad and his agent in the United
States is unknown, additional notice may be given by
publication in the Official Gazette for such period of
time as the Commissioner may direct.

(e) In & case where the showing required by rule
204 (c¢) is deemed insufficient (rule 22%) the notice of
interference will not set the time schedule specified
in paragraph tb; of this section but will he accon-
panied by an order to show cause by the Board of
Patent Inteferences ax provided by rule 285,

Rex. 8, Jul. 1964

sed to the
mvades authorization for Y\?ﬁd

B of the Notices of Interference and

tion Sheet. The latter pa are prepared in
the Service Branch of thI:mBoard?ofp‘Pamm
Interferences.

“In declaring or redeelarmg an mterfemme

the following should be borne in mind:

{1) That no party should be made junier as
to some counts and senior as to others, but that
two interferences should be set up making the
party with two applications 3umor in one in-
terference and seniorinthe other.

(2} That no interference should be declared
in which each party to the interference is not
involved on every count. '

(3) That where an applieant puts identical
claims in two applications by virtue of one of
which he will be the senior party and of the
other the junior the latter app plication should be
placed directly in the interference, leaving the

l? plicant to gain such benefit as he may from

e senior application either by motion to shift
the burden of proof or by’ introducing the
senjor info the interference as evidence.” (In
re Redeclaration of Interference Nos. 49.635:
49.636; 49,866; 1926 C.D. 75: 350 O.G. 3.)

The Initial Memorandum and the files to be
mnvolved are forwarded to the interference
Service Branch. Any correspondence under
Rule 202 should be obtained from the Law

" Examiner and forwarded with the other

papers. See 1101.03. This same practice ob-
tains in the case of afidavits of this nature in
earlier applications the benefits of which is ac-
corded a party by the Examiner in the initial
memorandum. (Such cases will be acknowl-
edged in the Declaration papers.) If a patent
iz involved in the interference, a recent title
report on the patent should be forwarded with
the other papers.

The information to be included in the initiat-
ing memorandun is set forth below :
1102.01(a) Initial Memorandum to
the Board of Patent Inter-

ferences

The initial memorandum to the Board of
Patent Interferences is written on Form PO-
k50 for that purpose. See 1112.03(a). Since

the files will be available, information found on .

the file wrapper is unnecessary and is not de-
sired except as indicated on the form. - The




INTERFERENCE

110201¢a):

form is desigs mwmmmwjmw of effort  subject to the decisions in the interference.
by the examiner and typing should not be used reason for making such statement applies
unless the counts are aotfﬂundverbatxmmﬁﬁy equally well to an interference involving only
file as provided in the last sentence of Rule  applications. . . . . L
203 (a). In this case copies of the counts should ® practice unced in these decisions
be melied at the end of the form using addi-  should be followed. Such a statement gives
tional plain sheets if needed. Thefilestobein-  the parties notice as to what claims the Exam-
iner considers unpatentable over the issue, it

cluded in the interference should be listed by
last name (of first listed inventor if application
is joint), serial number, and filing date irrespec-
tive of whether an appiication or a patent is in-
volved. The sequence of the listed applications
is completely immaterizl. If the Examiner has
determined that & party is entitled to the benefit
of the filing date of one or more applications
(or patents) as to sl counts by virtue of a con-
tinuation-in-part relationship the blanks pro-
vided on the form for indicating this fact should
be filled in as to all such applications. It is
particularly important vo list all applications
necessary to provide continuity of pendency to
the earliest application to which a party is en-
titled. Although a ;)arty will not normally be
given the benefit of a foreign application in

the declaration notices, if the Examiner has
determined that a patentee is in fact entitled to

the benefit of such application in connection
with the requirement for a showinf under Rule
204, this should be noted on the form P(O-850
(see section 1101.02(a)) and the notices of in-
terference will indicate that such benefit has
been accorded the patentee. The claims in each
case which are un table over the issue
should be indicated m the blanks provided for
that purpose. The Examiner also must furnish
a table showing the reiatior of the counts to the
claims of the respective parties in the area pro-
vided in the form as for example:

Jones Smith Green

U 16 3 2
e e e m e b i 3im)
B e 9 13 51
B ST 4 11 Gim}

The indication of claims in each case which
are regarded as unpatentable over the issue is
hased on the decisions in Votey v. Wuest v.
Doman, 1504 C.D. 323: 111 O.G. 1627 and Earl}
v. Love, 1909 C.D. 56: 140 O.G. 1209 in which
it is held that when an interference is declared
involving a patentee and the Examiner is of
the opinion that the application or applications
contain claims not patentably different fron: the
issue of the interference, he should append to
the letter to the applicant a statement that such
claims, specifying them by number, will be held

avoids the inadvertant granting of claims to the
losing party which are not patentable over the
issue, but which are not included therein, and
will gmb:bl_v result in fewer motions under
Rule 231{b}. (Basis: Notice of May 11, 1917.)
In carrying out the provisions of Rule 208,
Examiners, when forwarding the Initial Mem-
orandum to the Board of Patent Interferences,
will in a separate memorandum, call their at-
tention to cases in which two of the parties are
represented by the same attorney, in lien of
ca ling the matter directly to the attention of
the Commissioner. The Patent Interference
Examiner when mailing out the notices to the
parties and their attorney will advise the par-
ties and the attorney that the attorney will not
be recognized further as representing either par-

* ty in the interference or in the interfering cases

unless he shows that he is entitled to continue
to represent either or both parties as provided
by Rule 208. The Patent Interference Exam-
iner will also call to the attention of the parties
and the attorney the requirement of the second
sentence of Rule 201(c¢). (Basis: Notice of
April 14, 1948.}

In an interference involving a patent. if the
‘Primary Examiner discovers a reference which.
in his opinion. renders a count obviously un-
patentable. action should be taken in accord-
ance with Section 1101.02({),

If one or more of the counts are claims of an
involved patent modified 1o be broader than the
corresponding patent claims, the word “modi-
fied” or “substantially” should appear in paren-
theses after the corresponding claims of the
patent in the table of claims.  In other situa-
tions where exactly corresponding claims are
not present in the applications and patent con-
sidered to be interfering, see Notice of April 3,
1954 set forth in Section 1101.02 as to the proper
designation of the relationship of the claims to
the counts. In anyv event, where one of the
parties does not Lave a claim corresponding
exactly to the ~ount, the Examiner should in-
dicate by the word “count™ and an arrow which
claim in the table of counts is to he the rount.
This should be the broader claim, of course.
The indication <hould be made for each count.
If an application was merely in issue and did
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ok bsou ‘ at, the original claim numbers
of the appﬁeaﬁon,t’ prior to revision for issue,
should be used. o e S

A certificate of correction in a patent should
not be overlooked. For the best practice in in-
terference between applications, dependent
counts should be avoided and each count should
be independent. This avoids confusion in lan-
guage and disputes as to the meaning of the
counts. When dependent counts cannot be
avoided, as in the case of an interference with
a patent where one of the counts is a dependent
claim, the count may likewise be dependent on
the count corresponding to the claim on which
the dependent claim is founded. If necessary
2 dependent claim may be the sole count of an

interference.

1102.02 Declaration of Interference

The papers necessary in declaring an inter-
ference are ﬁl:pared in the interference Service
Branch. notices to the parties and the
declaration sheet are signed by a Patent Inter-
ference Examiner, who institutes and declares
the interference by mailing the notices to the
several parties to the proceeding. Thereafter
the applications and interference files are kept
in the Service Branch where they are also re-
corded in a card index.

If an application that has been made special
by the Commissioner becomes involved in an
interference, the interference will be made spe-
cial, provided the Frosecution of such appli-
cation has been diligent on the part of the
applicant. See 708.01.

1103 Suspension of Ex Parte Prosecu.
tion

Rule 212, Suspension of exr parte prosecution. On
declaration of the interference, ex parte prosecution
of an application Is suspended, and amendments and
other papers received during the pendency of the in-
terference will not be entered or considered without
the consent of the Commissioner. except as provided
by these rules. Proposed amendments directed toward
the declaration of an interference with another party
will be considered to the extent necessary. Ex parte
prosecution as to specified matters may be continued
concurrently with the interference, on order from or
with the consent of the Commissioner.

The treatment of amendments filed during
an interference is considered in detail in sec-
tions 1108 and 1111.05.

For treatment of other applications by the
same inventor or assignee having overlapping
claims with the application being put into in-
terference see 709.01 and 1111.03.
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_ Rule #11. Juriatiotion of interferonce. (3) Upon
provided in rule 207, the Board of Patent Interferences
will take jurisdiction of the same, which wiil then
become & contested case.

(b) The primary Examiner will retain jurisdiction
of the case until the declaration of interference Is
made. e ‘

The deciamtion.of interference is knade when
the Patent Interference Examiner mails the

notices of interference to the parties. The in-
terference is thus technically pending before
the Board of Patent Interferences from the

date on which the letters are mailed, and from
that date the files of the various applicants are
opened to inspection by other parties. Rule 226.

Throughout the interference, the interfer-
ence papers and application files involved are in
the keeping of the Service Branch except at
such times action is ired as for decision
on moticns, final hesrings, appesls, etc., when
they are temporarily in possession of the tri-
bunal before whom the particular question is
pending. . .

If, independent of that interference, action as
to one or more of the applications becomes neces-
sary, the Examiner requests iurisdiction of the
necessary application or applications from the
Commissioner but first forwards the letter (or
letters) to the Group Manager for approval.
See 1111.05 and Form at 1112.06(a). It is not
foreseen that the Primary Examiner will need
to take action for which he requires jurisdiction
of the entire interference. However, if circom-
stances arise which appear to require it, the
Primary Examiner should request jurisdiction
from the Board of Patent Interferences.

The Examiner never asks jurisdiction of a
patent file, but merely borrows it if needed, as,
where the patent is to be invelved in a new
interference.

1105 Matters Requiring Decision by
Primary Examiner During Inter-
ference

Rule 231 Maotioun before the primary cramincr, (2
Within the period »et in the netice of interference for
filing motions any party te an interference may file
# motion seeking :

(1) To dissolve ay te oie or mwore counts, except that
such motion based on facts sought to be established
by affidavits or evidenre outside of official records and
printed publications will not normally be considered,
andd when one of the parties to the interference is n
patentee, no motion 1o dissolve ot the ground that




(3) Pe 'substitte ‘any ‘other application owned’ by
him a8 to the existing issue, or to,include any other
appliestion or patent owned by him as to any subject
matter cther than the existing issue but disclosed in
kis applicntion of petent involved In the interference
and in an. opposing party’s application or patent lu
the interference which should be made the basis of
Copion. of soch other spplication must be served on
all other purties snd the motion must be accompanied
by proof of sach service.

{4): To aliift the Burden of proof, or to be accordsd
the benefit of an eariier application whick wonld not

(5), e amend an involved appiication by adding or
removing the names of one or move inventors as pro-
vided in rale 45,

(b) Bach meotion must contain s foll statement of
the grounds therefor and ressoning in sapport theve-
of. Amny oppusition to & motion muet be filed within
20 days of the expiration of the time set for fillng
moticts and the woving party may, i he desives, file
& reply to such opposition within 15 days of the date
the opposition was filed. If a party files o timely
motion to diesive, any other puarty may file & motion
to amend within 20 days of the expiration of the time
st for Sling motions. Service on opposing parties of
s opposition to & motion to amend which is based on
prior art mowt incinde copies of such prior art. In
the came of action by the primary examiner under rule
287, such motioos may be made withia 20 daye from
the date of the primiary examiner's decision on motion
whereln such sction was jncorporuated or the date of
the eommunication giving notice to the parties of the
proposed dissclution of the interlerence.

fey A motion to smend or to substitute spother
appliestion must be sovompanied by an amendment
wdding the claites in question to the application eon-
corned if such clalms are not slready in that spplics-
tion.

(dy Al proper motions will be trapsmitted to and
vonsidered by the primery exsislner without oral
argumeent. Wequesin for receonsiderstion will not be
entertained.

(o) In the determination of & motion to disscive an
interference beiween an appiication and & patent, the
prior art of revord in the putent file may be referred
to for the purpose of coustrolig the issae,

{1y Upon the granting of & motion to amend and the
sdoption of the cinime by the other parties within a

STGURE 47w 1~ 18

o4 /.8 mth(

filed if A party states that he intends to rely ou the
original statement and such a declaration as to added
claims peed not be sigued or sworn to by the inventor
in persom. . A secoud time for fling motions will not be
set and subsequent motions with respect to matters
whiek bave been once considered by the primary es-
aminer will not be considered, : .

An interference may be enlarged or dimin-
ished both as to counts and applications in-
volved, or may be entirely dissolved, by actions
taken under Rule 231 “Motions before the Pri-
mary Examiner” or under Rule 237 “Dissolu-
tion at the request of examiner”. The action
may be a substitution of one or more counts,
the addition of counts or dissolution as to one or
more counts or as to all counts, a change in the
application by addition, substitution, or dissolu-
tion a shifting of the burden of proof, or a con-
version of an application by changing the num-
ber of inventors. See 1111.07. Decisions on
qwtmm arising under this rule are made under
the personal supervision of the Primary
Examiner.

Examiners should not consider eaparte,
when raised by an applicant, questions which
Wﬂg before the Office in partes pro-

reedings involving the same applicant or party
in interest. See 1111.01. ‘
_ Occasionally the entire subject matter of the
interference may have been transferred to an-
other group between the time of declaring the
interference and the time that motions are trans-
mitted for consideration, If this has occurred,
after the second group has agreed to take the
case, the interference Service Branch should
be notified so that appropriate changes may
be made in their records.

1105.01 Briefs and Consideration of

Motions
A filing a motion is expected to incor-
pcmtg‘ % reasgns with the motion so that an
initial brief is not contemplated although if
filed with the motion it would not be objection-
able. Under Rule 231(b) other parties have
twenty days from the expiration of the time for
filing motions for filing an opposition to a mo-
tion, and the moving party may file a reply brief
within fifteen days of the date such opposition
is filed. If n motion to dissolve is filed by one
party the other parties may file a motion to

Rev. B, Apr. 1066




_ reply’ brief, motidti& filed’ under Rula %%
- éxamined by a Patent Interference Exuminer
~who, if he finds them to'be proper motions, will
transmit ‘the case to the Primary Examiner for
consideration of the motions with an indicsation
of such miotions as are improper under the rules
and which should not'be considered if there be
fun such. No oral hearing will be set. The
\3’ Examiner should take up the motions
-and should render only a brief deci-
swn semng out in addition to the actual grant-
ing or denial of each motior only the basic con-
clusions upon which denial or granting is based.
A statement of these conclusions may be omi
if they are obvious from the.decision ltself and
the motlon See 1105.06. .
In motions. of the types spemﬁed below the

Przmax;y Examiner. must consult with and ob-

tain the approval of a member of the Board of

Patent, Interferences before mailing the deci-
sion, Monons mqmnng such consu ta.tmn a.nd
tmgprmal are;

“ Motions to amend where the matter of sap-
port _for a count is raised in opposition or

‘the Examiner decldes to deny the motion
for that reason,
Motmns relating ‘to the beneﬁt of ' a prlor
* - application,
Motions to dissolve on the und fhat one
or more parties have no right to make the
- counts,
Motions to dissolve on the gmund of no inter-
ference in fact,
Motions to convert an application to a differ-
ent number of inventors, and
Motions to substitute or involve another ap-
plication in interference where the matter
of support for & count is raised in opposi-
tion or the Examiner decides to deny the
. motion for that reason,

The name of the Board member to be consulted
will appear in pencil on the letter transmitting
the case to the Primary Examiner. The con-
sultation will normally be at the offices of the
Board of Patent Interferences The Primary
Examiner should arrange a convenient time by
telephone. In the case of motions to amend
or to involve another ap hcatzon the Patent

Interference Examiner will examine an dy tp
gition which may have been filed an

question of right to make the proposed oounts
as to any party is raised thereby, he will indi-
cate in his letter transmitting motions the nec-

Rev. 9, Jul. 1066
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3 caninot make' onsor’ more uf ﬁm pro-
posed coonts. ' In-this case he should inguire
of the Cleric of the Board or a Paternt Interfer-
ence Exammer as to whmh member tn eonsul‘

1105 02 !}ecmon onR- Motmn To Dns-‘
: solve ~

By the grantmg of a mntum to dmol . one
or more parties may be eliminated from the
interference; or certain of the counts may be
eliminated. “Where the interference 'is- dis-
solved asto one or more of they ‘but at:
least ‘two remam, the interference is returned
to the Primary Examiner prior to resumption
of proceedmgs before the Interference
Examiner for removal of the files of the parties
who'are dissolved out. '« E» parte action is' re-
sumed as to those apphcahons and the interfer-
ence is ¢ontinued as'to the g parties.
The ex parte action then taken in each rejected
application should conform to the practice set
forth hereinafter under the: heading “Action
After Dissolution™ (1110). See 1302.12 with'
respect to hstmg references dlscussed in motmn
decisions. ~‘

- With respect to a motion’ to dlmolve on the
ground that one-or more parties cannot make
one.or more counts it should bekept in mind
that once the interference is dissolved as to a
count any appeal from a rejection based thereon
is ex parte and the views of other parties in the
interference will not be heard.  In order to
preserve the infer partes forum for considera-
tion of this matter a motion to dissolve on this
ground should not. be granted where the deci-
sion is a close one but only where there is dear
basis for it.

It should be noted -that if all rties
agree upon the same ground for dis ton,
which ground will subsequently be the basis for
rejection of the interference count to one or
more parties, the interference should be dis-
solved pro forma upon: that ground, without
regard to the merits of the matter. This
ment among all parties may be expressed in the
maotion Pl Fers, n the brmfs, or In papers di-
rected solely to that matter. - See Buchli v. Ras-
mussen, 339 O G. 223; 1925 C.D. 75, and Tilden
v. Sn , 1923 D. 30; 309 O.G. 477 and
Gelder v. Henry, (e Ub.PQ 223. :

Affidavits relating to the disclosure of a
party’s application as, for example, on the
matter of operativeness or right to make,
should not be considered but affidavits relat-




* not: s party’s pkamuqmw
appears ‘that h:&my ‘onthe matter my be
useful::to rescive the doubt; & motion to
dissolve may be dm:odmt}mttha inﬁerfemnoe
miy ocontinue and sy taken on the poin
Ses Bowditeh v. Todd; 1902 C.D. 27; QBOG
792 and Pieres v. Tripp v Powm, 19280D
69 at 72,316 0.G. 3.

Where the effective date of a patem: or ub-
Tication (which is not 4 statutorv bar) is’ anfe-
dated ‘by the effeetive dntes or the alle-
gations in’the:preliminary statements of all

parties, then the antlcxpatory effect .of that

gatent or publication need not be considered
the Exammer at this time, but the refer-
enqe should be considered if at least one party
fmls to antedste its effective date by his own
filing date ‘or the allegations in his prelimi-
{)y statement, Ses Forsyth v. Richards, 1905
113; 1150(}' 1327 and Simons v. Dunlop,
103US 237, A ‘
In decxdmg. motions under Rule 231(&)(1)
the Examiner should not be misled by citation
of decisions of the Court of Customs and Pat-
ent Appeals to the effect that only priority and
matters ancillary thereto will considered
and that patentability of the counts will not
be considered. These court .decisions relate
only to the final determination of priority,
after the interference has passed the motion
stage; in the ordinary case a motion to dis-
solve may attack the patentabxhtv of the count
and need not be limited to matters which are

ancillary to priority.

1105.03 Decision on Motion To
Amend or To Add or Substi-
tute Other Application

Motions by the interfering parties ma be
made under Rule 231(a) (2) and (3) to add or
substitute counts to the interference and also to
substitute or invoive in interference other ap-
plications owned by them. It should be noted
that, if the Examiner grants a motion of this
character, he sets & time for the nonmoving
parties to present the allowed pmposed counts
in their applications, if necessary, and also sets
a time for all parties to file pre Jmmary state-
ments as to the allowed proposed counts. An
illustrative form for theae requirements is given
at 1105.06. If the claims are made by some or
all of the parties within the time limit set, the
interference is reformed or a new interference
is declared by the Patent Interference Exam-
iner.

If a motion under Rule 231(a)(3) relates to

"bo of the.
1?@&&"5’?{,

motmh wall
but tlm mthdmwal does not.
to further ex parte pmeeeutmand if themo'
tion is denied the case mmtumadtmssmwzth
a new noiice of allowance. . .

~Jt will'be noted that. Rulo%l(a) (8) doas not
spemfyﬂ;ttaputy - the interference may
bring a motion to include an application: or
patent owned by him astosub ect. matter, in
addition to the existi :is not dis-
cloeg ‘both i rfn; his apphmtaon or patent a v y
in the inte rencean Jin-an op ps.ys
application or patent in the i wng
mmﬂy the failure to - snch & motmn‘
il not: be eongzlmd by the Examiner to re-

t in an: estoppel sgainst any part

interference as to subject: matter not: cﬂscl :
;‘n l:is.;ﬂ&l}lll the interference. - O:t]theoﬂtaber

andg, if suc amotxonlsbmugzt uring the
motion iod, secrecy a8 to application
named therein is deemed to have been waived,
access thereto is given to the o parties
and the motion may be transmitted by the Pat-
ent Interference Examiner; if so tmnsmmed it
will be considered and decided by the anary
Examiner without regard to the question of
whether the moving party’s case already in the
interference discloses the subject matter of the
proposed claims. ;

CoNCURRENCE OF ALL PamtiEs

Contrary to the practice which obtains when
all parties upon the same ground for
dissolution, the coneurrence of all parties in'a
motion to amend or to substitute or add an ap-
plication doss not result in the automatic grant-
ing of the motion. The mere agreement of the
parties that certain pro counts are patent-
able does not relieve the Examiner of his duty
to determine independently whether the pro-
posed counts are patentable and allowable in
the applications nvolved. Even though no
references have been cited inst >roposed
counts by the parties, it is the Examiner’s duty
to cite such references as may antici ate the
proposed counts, making a search for this pur-
pose if necessary.

Also, care should be exercised in deciding
motions that any counts to be added to the
existing interference differ materially from the
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~ connt; Whemﬂwm‘mm

’ﬁm E*ammer‘should also be'jcurefnl not; to

refuse acceptance of a count broader than orig-

inal counts solely on the gmund that it does
not differ materially from them. If that is in
fact the case, and the proposed count is patent-
able over the prior art, the Examiner should
t-the motion to the extent of substitutin

proposed count for the broadest - origina
eountsothatthepsruesmllnotrbelimltedm
their' proofs: to- include ‘one or more features

which are @ o patentability’ of the
for'a reasonable

ion as to whether two claims

difference of o]

artmamal
it is'advisable to-add:the

priority evidence as to both counts.

Affidavits are occasionally offered in supgrf
1~

of or in opposition to motions to add or su
tute counts or applications. The practice here
is the same as in the case of affidavits concern-
ing motions to dissolve that is, affidavits relat-
ing to disclosure of a party’s application as, for
example, on the matter of tiveness or right
to make, should not be considered, but affidavits
relating to the prior art may be considered by
analogy to Rule 132.
If a motion under Rule 231(a) (2) or (3) is
denled on the basis of a reference which is not
uto:g bar, and which is cited for the first
tune by the Examiner in his decision, the de-

cision may be modlﬁed and the motion granted

upon the fili mﬁr affidavits under Rule
131 in the app watlon e of the party involved.
This is by analogy to Rule 237, although nor-
mally, requesb for reconsldentxon of decisions
on motions under Rule 231 will not be enter-
tamel()ie Rul::d 231( dﬁ These aﬂida:lts should
not opened to the inspection of opposing
parties and no reference should be made to the
dates of invention set forth therein other than
the mere statement that the effective date of the
reference has been overcome. As in the case of
other affidavits under Rule 131, they remain
sealed until the preliminary statements for the

new counts are opened.

Rev. 8, Apr. 1966

i memmmtsu

lifferent (or tably distinet)
Lot  claim to'the
isgae rather than to substitute it for the original
count. This will allow the parties to su t",

m‘m or ?Amiém | mm

Ammmmamm
wmmmbemmudmmmﬂthm
&mhﬁdw%mmmmm

s wheve the matter of right to
raised in an opposi-
tion to:the motion or the Examiner
wishes' teg::yamoum forlfhnmd-
though it not been raised by a party. In
the event the consultation ends in di
themat&ermllh&remlvedbythel"xmm
ant Commissioner.

1105.04 Dmuon on Motion Relating

to Benefit of a Prior A,
tion Under Rule 231(P) (4)

The Primary Examiner also decides motions
relating to benefit of & prior application under
Rule 231(a)(4). These may involve shxftmg
the burden of proof or merely giving ‘K
the benefit of an earl dats which w

hange the order of s.  They may
result in judgment or.order to show cause
against a junior party preliminary state-
ege dates prior to the earlier

ment does not ;

application or, in the case of & junior party, they

may shorten the period for which diligence must

be proved or change the burden of proof from

that of beyond reasonable doubt to a mere pre-
nderance of the evidence.

If ‘there is doubt whether an earlier appli-
cation discloses the invention involved in the
interference, there bemg a reasonable ground
for denying the party’s right to it, a party
should not be given the earlier record date.
The denial of a motion to shift the burden of
proof does mot deprive a party of the benefit
of the earlier application upon which the mo-
tion was based. He may have the matter re-
viewed at final hearing (i?ule 258) and he may
introduce that application as part of his evi-
dence to be subject to argument by all parties
and to-be considered by the Board of Patent
Interferences. See Greenawalt v. Mark, 1904
C.D.352; 111 0.G. 2224,

In deciding 2 motion of this nature, it is usu-
ally advisable first to determine exactly which
connts will be involved in the final redeclaration
of the interference. The practice in decidi
the motion should then follow that set fo
in the case of In re Redeclaration of Interfer-
ences Nos, 49,635: 49,636;: 49,866; 1926 C.D.
75: 350 O.G. 3. In accordance with the last
stated case, no party in an interference should
be made junior as to some counts and senior as
to others, Therefore, if, in considering a mo-
tion to shift the burden of proof, it is found
that the moving party is entitled to the benefit
of an earlier filed applwmmn as to some counts
but not as to other conunts in the same interfer-
ence, the motion should be denied.




In scoordance: mths mm Al ur~
her ﬁled. al ion ' disclosing . 2
tmm) i 'y ructiv
of a eount expremmg the, d
tinuity. of Aintal
tween the earlier apphcatlon md i
:}aplwmon either by copendency

copending s . Where

mch an application is a co%m»ve reduction
pnﬁmﬂwbomﬁ&uiﬁnﬂmgdﬂamy
amnmr irty by a motion to

dufuho

Jones, 104 &SPQ. {lb /Deu Beste v. Mugﬁn,

1058 C.D. 178, 720 O.G. 724; Fried et al. v
gwu,wwm) mL,T“O.G 563,
Wit to the shi of the burden
otpmwfwthwmwbenmgt ﬂwordwtg:
testimony placed
wplm&huwﬁbmhwuudnmago:fﬂw
read upon application

interforence
wmm mudmtu Mo& tlu m Pn‘&m”

ym%l 14, 201. uul or the determi-
rights under Pub&w Law 690 see

291 16.
1105. 05 thlnﬁm on Prhna Ex-
, aminer’s Own Reqvut
Rule 237
Rule 237. Dissclution af the reguest of czaminer,

it, during the pendency of an inferference, & reference
o oilivr resson be found which, In the opinlon of the
primary examiner, renders all or part of the counts
unpatentable, the attention of the Board of Patent
Interferences shall be called thereto. The interferonce
may be suspended and referred to the primary exam-
iner for considerntion of the matter, in which cdase the
partien will be notified of the resson to be considered.
Argumnents of the perties regarding the matter will
be considered if filod within 20 days of the notifica-
tion. The interfevence will be coutinued or dissolved in
sccordance with the determination by the primary
exuminer. If soeh reference or reason be found while
the interference is before the primary examiner for
determinatios of & motion, decision thereon may be
ineorporated in the decislon on the motion, but the
purties shall be entitied to reconsideration i they
have not submitted srguments on the matter,

Rule 237 covers dissolution of an interference
on the Primary Examiner's own motion if he
d;mym s reference or other resson which
renders all or part of the counts unpatentable,
Two procedures are available under this rule:
Firat, if the Primary Examiner finds a refer-
ence or other renson for terminating the inter-
ference in whole or in part the interference is
before him for determination of a motion, deci-

D T e
3 o

this practice, ‘the 'rimary - Enmxw ahould
state that reconsxdermon my

within the time spec Rulemgu(c)

(Basis: Notice of M 29 1937
Second, if the Pribary Esiiiin
erence or other reason for termin

ftmngam whole orm,’j

motion, he should call the

aminer of Interferences to t!u Th
Pri  Examiner should includo in his letter
to the erence Examiner s statement a f.’,
plyingthemfmormmtomhoft

ﬂndsa ref-

mtsoﬂhe ,, \opwbiéihedeemnun-
pmmbb should forward with the ori
copy thereof for each of th

of the intaﬂmc‘o." For)m at 111208

: ATy | 3 have become open

pu't' ulo 227 if not and a party

authorizes the Primary Examiner to inspect his

preliminary statement, eflect may be given

thereto in wnsidaring the & Iicablht of a
Wtothecmmtundu ule 237. See
The Patent Interference Examiner may sus

d the interference and refer the case to the
ry Examiner for his determination of the
quwhm of patentability, which is inter partes
as in the case of a motion to dissolve. Briefs
may be filed within twenty days of the notifi-
cation of the parties of the referral, but no
hearing will be set. Decision is prepamd and
mailed by the Primary Examiner as in the case

of a motion to dissolve.

In cases involving a patent and an_ appli-
cation where the Primary Examiner raises

of patentability of the count, atten-
is directed to Noxon v. Halpert, 128
U’.S PQ 481.

If, in an interference involving two or more
app!matl 8 mlmm is brought to the at-
tention of the Examiner by one of the parties
to the mterfemnm, that fact should be made
of record by the Examiner in his letter to the
Examiner of Interferences under Rule 237.

If, in an interference involving an applica-
tion and a patent, the applicant calls attention
to s reference which he states anticipates the
issue of the interference, the Examiner of
Interferences will forthwith dissolve the inter-
ference, and the Primary Examiner will there-
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s the decision should so state.
amphaaf@haabwomgimintbe

Brown to dissolve on the
tability to all parties over
is denied.

The motion by Brown to dissolve on the
that Jones has no right to make the
: . It is considered that the
expression “..._.._... ” is not supported by

m.m}umby

giumof
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On or before ........_ - the statements de-
manded by Rules 215 of eq. with respect to
proposed count 2 must be filed in a sealed en-
velope bearing the name of the party filing it
and the number and title of the interference.
See also Rule 231(f), second sentence.

Tf « motion to substitute another commonly
owned ap lication by a different inventor is
granted, the decision should include a para-

h setting a time for the substituted party
tfa file a preliminary statement in the following
orm:

The party ... . to be substituted for
the party ..._..__.__ must file on or before
.......... , a preliminary statement as required
by Rules 215 et seq. in a sealed envelope bearing
his name and the number and title of the inter-
ference.

The decision should close with a warning
statement such as the following:

No)momndemtzon { Rule 231 (d) second sen-
tence

The time periods fixed in the dﬁclfmmé for
copying allowed proposed counts and for filing
preliminary statements should ordinarily be the
smme and a period of 30 days should suffice in
maost cases, However, where mailing time i
materially longer, as to the West Coast or for-
eign countries, or when an attorney and inven-




1105.01, D" should. be
followed by an indication of matters requiring
pproved: as te the motion . 1o shift the

“

the complete int
the Service w

------

others denied, the Jast entry will be

snd Denied”, and of course, if all the motions
hgz‘f beei!; &glﬁd,f&he Tast mfl, v;i‘}l be “De-
nied.”” If a date for copying allowed proposed
counts and for filin prei%in - statements
has been set, this should also be indicated at the
end of the line by

“Amendment and Statement dune..........
Below are examples of entries which should
be made in the interference brief in the section
entitled “Decisions on Motion” (Form P0O-222)
in each case involved in the interference:

Dissolved

Dissolved asto counts Zand 3

Dissolved as to Smith

Counts £ and 5 admitted )

These entries should be verified by the pri-
mary Examiner.

Determination of the next action to be
taken is made by the Service Branch of the
Board. Examples of such action may be redec-
Inration, entry of judgment, or setting of time
for taking testimony and for filing briefs for
final hearing.

1105.07 Petition for Reconsideration
of Decision

Petitions or requests for reconsideration of a
decision on motions under Rule 231 or 237 will
not be given consideration. Rule 231(d) sec-
omdd sentence. An exception is the case where

187

Redeclaration of interferences wh
tated by a decision on motions r 3
The papers being prapired by the sntarference
the papers being pre the interference
Service anch.8 pThe decig%_n signed by the
Primary Examiner will constitute the author-
ization. The same practice will apply to the
declaration of any new interference which may
result from a decision on motions,

1106.01 ' After Decision on Motion

. Various procedures %‘e m;cai?uy after dei
cision on a' motion. e following genera
" (1) X1 the total result of the motion decizion
consists solely in the elimination of vounts, the
elimination of parties or a shifting of the bur-
den of g;‘oof no redeclaration is necessary.
The motio ion itself constitutes the pa-
per deleting counts or parties and is likewise
ageqm notice of the shifting of the burden
0 L]

(%) If the motion decision results in any
addition or substitution of parties or applica-
tions or the addition or substitution of counts,
then redeclaration is necessary. If redecla-
ration is necessary, the information falling
within category (1) is also included in the re-
declaration papers. The old counts should re-
tain their old numbers for ease of identification.

(8) Since all of the necessary information
concerning an application to be added or sub-
stituted should a r in the motion decision
or on the face of the application file no separate
communication from the Pri ‘Examiner to
the Patent Interference Examiner is necessary
or desired.

The Patent Interference Examiner will de-
termine whether or not the nonmoving parties
have copied the proposed counts which have
been admitted within the time allowed and if
they have, he will with the redeclara-
tion. If & Rart,y ils 80 to m})y ap |
count and thus will not. be included in inter-
ference as to such count the application will
be returned to the Primary Examiner by the
Patent Interference Examiner with a memo-.
randum explaining the circumstances, unless

Rev. 12, Apr. 1907
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M% i anicd by the mmmt Form
mm by AN
O e rme mformar nlfxg 4
wm same information rega
S applnoe s oo, ot
i ( &iso 1n-
c«imﬁmtm f the i mmémee If no
testimony has hwn ttkm, the Patent Inmrfar»
ence Examiner will as a matter of course sus-
pmd the interference and redeclare it to include
the additional party setting such times for the
new Wor ] parties as is consistent with the
stage of at that point. If the addi-
tional party is to be added as to only some of
the counts, the Patent Interference Examiner
will declare a new interference ss to those counts
and reform the 1 interference omitting
the counts which are included in the new one,
In this case the fact that the issue was in another
interference should be noted in all letters in the
new interference.

1107 Wﬁmmlnmfem

W to Interference
An mtarfem is terminated either by dis-
w!m:mzorbymwudof to one of
the parties. In either case t interference is
returned with the entire mmi to the Exam
iner as soon as the decision or judgment has
become final,
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1108 Entry of Amendments Filed in
Connection With Muiom

This section is limited to the disposition of
endments filed in connection with motions

ation involved in mmfmme, after
ce has terminated.

&ﬂmgamy the inter-

R i

c) an ap is requi
tombzm with his motion pamdumiuue
or to mbmwte an application, as a separate
pa' and amendment embodying th eproposed
claims if the claims are not already in the K
concerned. In the case of an upp

wion involved in the interfe this amend
ment is not entered at that time but is plmd
in the application file. .

If the motion is granted the amendment is
entered at the time decision on the motion is
rendered. If the motion is not nted, the
amendment, though left in the file, is not en-
tered and is so.

If the motion is gmntod only in part and
denied as to another part, only so much of the
amendment as is covered in the grant of the
motion is entered, the remaining part being in
dicated and marked “not entered” in penc:l
(See Rule 266.)

In each instance the applicant is informed of
the di jion of the amendment in the first
action in the case following the termination of
the interference. If the case is otherwise ready
for issue, applicant is notified that the applica-
tion is allowable und the Notice of Allowance
will be sent in due course, that prosecution is
closed and to what extent the amendment has
boen entered.

As a corollary to this practice, it follows that
where prosecution of the winning npplication
had been closed prior to the declaration of the
interference, as by being in condition for issue,
that application may not be reopened to further
prosecution following the interference, even
though additional clanm had been presented
undm- Rule 231(s)(2). The interference pro-




ceeding was not such an Office action as relieved  of an interference on the basis of a disclaimer,
the case from its condition as the doctrine of  concession of priority, abandonment of the in-
Ex parte Quayle, 1935 C.D. 11; 453 O.G. 213.  vention, or abandonment of the contest filed by
(Basis: Circular of F 20, 1988.) an applicant operates without further action as
It should be noted at this piont that, under a direction to cancel the claims involved from
the provisions of Rule 262(d), the termination  the application of the party making the same.
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hp‘hmdmthaﬁtemppwt her
with & new signature of the Pﬂm
iner in the box provi

80& 1mm with mct to listing references
iscussed in motion decisions.

1109.01

The Winning Party

The winning party may be sent to isvue de-
spite the filing of a suit under 85 U.S.C, 146
by his am)omm in m interference solel
volving np? lications. Monaco v, ut-
son, 106 {78, 3.C. 142; 210 F. 2d 345 122
UsS.PQ. m In an interference mm!mm a8
patent where the winni ymty isan upplwmt,
the Ofice will not send ¢ ication to issue
while & suit is pendmg er 36 USB.C. 146.
Monsanto v. Kamp et sl., 146 [Y.S.P.Q. 431,

193

e a plmtaon of the vmmng
m contains an unanmod action; the
miner at once notifies the uﬁsliemt of thls
fact and res response to t
within a ened: period of two mntlw
ranning from the date of such notice. See Ex
mmemm&}?blgD B;mOG 3. This
ure is n con as i
u:go the case if the Oﬁ:q':etr;z%
B e i )
iner.:
oape -
a!lmvdd uddaﬁonﬂ lud or claime
commion - patentable mb]eot mm) - N
hm.hmﬂm(}o.,Ew, !MC.D
338:; 553 O0.G. 865.) Having wan the interfer-
ence. ho is not denied anything he was in pos-

semsion q!" rior to the interference, nor has he
sequired any ~‘ﬁddmoml rights as a result of
the inter "His case thus stands us it was

prior to the interference, Tf the application

- was under final rejection as to some of its

claims at the time the interference was formed,
the institution of the interference acted to sus-
pend, but not to vacate, the final rejection.
After termination of the mterference 8 lotter
is written the applicant, as in the case of any
other action unanswered at the time the inter-
ference was instituted, setting a shortened pe-
riod within which to file an appeal or cancel
the finally rejected clmns. E

1109.02 The Losing Party

The application of each of the losing parties
following an mterfmnw terminated by & i%
ment of priority is acted on at once.

udgmem is examined to determine the basis
therefor snd action is taken accordingly.

If the ;udgment is based on a disclai

riority, or abandonment of the
mvemm ﬁ by t e losing applicant, such
disclaimer, concession of priority, or abandon-
ment of the invention operates “without fur-
ther action as a direction to cancel the claims

Rev. 7, Jan, 1966



tion by the examiner and are not open to fur-

ther ex parte: on.” Accordin a
gt ik Shoukd o s theough e S
as to which & ' pri ’

licant has been red, and the words

of in accordance with
1¢, us the result of one or both of the two

preceding paragraphs sll the clsims in the o
plimtigig& fm%mw&, s letter should |
written informing the applicant that all the
claims in his case have been disposed of, indi-
mi:ugt}:: circumstances, m t&hims remsin
prosecution, an , the application
m sent to the abandoned files with the

group of abandoned t?&immu.' Pro-
ceedings are terminated a8 of the date appeal

or review by civil action was due if no appeal
orgmlmﬂm:;sm%é ; pﬁ(id
xcept a8 noted in the next paragrs udg-
ment based wolely on ancillary mastters), mgj
remaining elaims in each defeated party’s case
should be reviewed in connection with the win-
nhfi% party’s disclosure. Any claim in s losing
party's case not patentable over the winning
rty's disclosure, either Ly itself or in con.
unetion with srt, should be rejected. Where
the winning party is an applicant, reference
should be made only to the applicstion of
T the winning party in Interference
4

cwnwnwe DUt the serial number or the filing date

He.

Rev. 7, Jun, 1068
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e . rit:; "yl g, 3
y filing the suit. No let-
'When' the award of priority is based solely
upon ancillary matters, as right to make, and
is in favor of the junior party, the claims of
the sa:xiorpitrty,h even though the award g.f
priority was to the junior party, are not sul
Ject to rejection on the ground of estoppel,
through failure to move under Rule 231 (J(2)
or on the disclosure of the junior party as prior
art (Rule 257). - R

If the losing party’s case was under rejection
rejection 1s ordinanly sepeated (fhér in-fol

jection is ordinarily repeated (either in
or by referance to the previous action) and, in
addition, e@:i%g: 28 unpa wﬁi‘i‘ overﬂth,:
issue, unpatentable over the winning party
dim!cuurs’;.ur any other suitable fxwajoéio?:s nyre
z:dg | flfl‘ff was ';"g" al tim:cuon or gwl

8 rig  reopen t rosecution
“to mmm related to the is-
sue of the interference.

Where the losing party failed to get a copy
of his opponent’s drawing or specification dur-
ing the interference, he may order a copy
thereof to enable him to respond to a rejection
based on the successful party’s disclosure, Such
order is referred to the f of the Docket
Branch who has authority to approve orders of
this nature,

Where the rejection is based on the issue of
the interference, there is no need for the ap-
plicant to have a copy of the winning party’s
drawing, for the issue can be interpreted in
the light of the applicant’s own drawing as
well as that of the successful party.

It may be added that rejection on 1
through failure to move under Rules 281(a)
(2) and (3) may apply where the interference
terminates in s judgment of priority as wel as
where it is ended by dissolution. See 1110.
However, Rule 231(2) (3) now limits the doc-
trine of estoppel to subject matter in the cases
involved in the interference. See 1105.03.

1110  Aetion After Dissolution

After dissolution of an interference any
smendments which accompanied motions to
dissolve are entered to the extent that the mo-
tions were not denied. See 1108. See 1302.12
with respect to listing references discussed in

194




motion decisions. If the grounds for dissolu- of the interference on the grounds stated in
tion are also applicable to the non-moving par-  the decision. It is proper to refer to the “ap-
ties, e.g., un| tability of the subject matter  plication of mmemmny an adverse party In
of the the Examiner should, on Interference ... ,2’ but neither the serial

the return of the files to his division, reject in
each of the applications of the non-moving
parties the claims corresponding to the counts

194.1

N
number nor the f‘i"ling date of such application
should be included in the Office Action.

Rev, 7, Jan, 1066



Und&rthnwmmaﬂm abmldhmd
to the lnst me of Rule

MQE tha rty who ahndemthown

test or &!w on stands on the same foot-
ing ae the rty referred to in Section
1100.02,

1110.02 Aetion After Disolution Un-
der Rule 231 or 237

If, folbw dissolution of the interfer-

ahce my mmor
files claims tbumnght have
in issue of the interference wcb clsuns

pted te;ectwn
Where it is only the junior parties to the inter-

ference that have common  matter addi-
tional to the sl matter of the interference,
the senior one iammlmtocmm
this eommon subject

now limits the doetrine of

mstter in the cases involved in mtﬂfm
Hee 1105.08,

1111.01 Interviews

Where an interference is declared all ques-
fions involved therein are to he determined
inter partes. This inchides not only the ques-
tion of priority of invention but all questions

h.any M u» ;umd parties md
t in rm pplcanw or their
unpt 'is made to discuss

Whou thm are two or ‘more interferences
inthiaOﬂeemh totheumosub-
m , or in which su tislly the same
oﬂ)ﬁmm or patentees are parties theruto,
artlmﬂmmcord of the proceodingu inm
particalar interference may be kept separa
md diwimt, «ll motions md uought to
be filed therein must be titled in and relate only
mmd ar hterfemﬁm to 'g‘g]lladmg be-
long, anid no motion of paper ean an
mwrfermce which relates to or in which g
o e interforoncs or matter afecting

“The Examiners are also directod to file in
each interference & distinct and
of their actions, so that it will not necm_ary
to examine the r of several interforences -
to ascertain the status of a p ar case,
'I‘hu mll not, however, arply to the teeti-
m:m'lﬂlad in violation of this g.rnc _.
tice mll be ed to the parties filing them.
(Basis: Order 458.)
1111.03 Overlapping Applications

Where one of several applications of the
same inventor or which contain over-
lapping claims into an interference, the
prosecution of all the cases not in the mberfer
ence should be carried as far as o})oouible,
treating as prior art the counts of the inter-
ference and by insisting on lines of di-
vision or distinction between the applications.
In some instances suspension of action by the
Office cannot be avoided, See 709.01.

Where an application involved in interfer-
ence includes, in addition to the subject mat-
ter of the interference, a separate and divisible
invention, prosecution of the second invention
may be had during the pendency of the inter-
ference by filing a divisional application for
the second invention or by filing a divisionel
application for the subject matter of the inter-
ference and moving to submtitute the latter
divisional application for the application orig-

Rev. 6, Jul. 1965




access to applications by opposing
parties, no interference will bodwibzm involv-

plication which has a security ‘
See 107 and 107.02), Clai

dl,,, . M :

e g i il o o Pt
claims and claims not table aver the
i i s o0

woee of snother tzylm&m However, the
security status (of the other application) or (of
tion of an interfavence. Accord y Bction on
sopiion s Shik

he letter should also indicate the allow.
ability of the remsining clsims if any.

111105 ‘'Assendments Filed During
Inteeference

The i of amendments filed in con-
nection with motions in applications involved
in sn interference, after interforence has
beenn terminated, is treated in & seperate sec-
tion (1108). If the smendment is filed pur-
suant to e letter by the Pri Examner,
lfw‘l: having h;urisdictim ;7 ‘the involved

ication for the purpose o W‘t 8
m or W :g: mwrferm? wit mmr
ty and for purpose of decla an
Freia et “m !u'{?!mr wm
initiate the second interference.

Orues AMExoMENTS
When an amendment to an application in-
volved in an interference is recsived, the
Exsminer inspects the amendment and, if nec.

Hiew. 5, Jul, 1080

any: prospective;: .If the. amend-
ment:is an ordinary .one:properly. responsive
the" declaration of :the interference and does
not affect the pending or any p ctive in-
terference, the amendment is marked in pencil

” and placed in the file, & corre-

sponding entry being endorsed in ink in the
mﬁml:‘sgcolﬂgiyﬁ of 'the wrapper and on the
serial and docket eards:’ :After the termina-

tion of the interference, the amendment may
be permanently entered and considered as in
the case of ordinary amendments filed during
the ex parte prosecution of the case. (Order
1759, Revised.)

When an amendment filed during interfer-
ence purports to put the application in condi-
tion for another interference either with s
pending application or with s patent, the Pri-
mary Examiner must personslly consider the
amendment sufficiently to determine whether,
in fact, it does so. If it does, he obtains from
the Cgmmxheomr Jmof ion of the nhpplicu-
tion for t rpose of setting up the new
interference. %@ Examiner submli)ta his re-
quest for jurisdiction to the Supervisory Ex-
aminer for approval, mummlf of course that
the existing interference is still pending before
the Board of Patent Interferences,
1112.06(a).
~ If the amendment presents allowable claims
directed to an invention claimed in a patent or
in & pending application in issue or ready for
issue, the Examiner m?m jurisdiction of the
file, as above, setting forth in his request the
reason why immediate jurisdiction of the file
in required by him, and when the file is re-
ceived, enfers the amendment and takes the
%feps to initiate the second interference.

in the opinion of the Examiner, the
proposed amendment does not put the applica-
tion in condition for interference with another
ﬁhﬂtm not involved in the interferen
t

orm at

smendment is placed in the file and mar
“not entered” and the applicant is informed
why it will not be now entered and acted upon.
See form at 1112.10. Where the amendment
copies claims of & patent not involved in the




m % ‘o ‘”“"'

Whenever s party in interference brings a
motion under Rule %l(a) (3) uﬂwdwp-
plication not already imecluded in the
ence, the Examiner of Interferences should st

1111.06

onoe send the Primary Exsininer s written no-
tice of such motion and the Pri Examiner
should place this notice in ssid spplication file.

(Basis: Order 3244.)

The notice is customarily sent to the group
which declsred the interference since the ap-
plication referred to in the motion is generally
examined in the same group. However, if the
application is not being examined in the same
group, then the muez y should be sscer-
tained and the notice forw to that group.

This notice serves several useful and essen-
tial purposes, and due sttention must be given
to it when it is received. First, the Examiner
is cautioned by this notice not to consider ¢z
parte, questions which are pending before the
Office in inter partes proceedings involving the
same spplicant or party in interest. Second,
if the application which is the subject of the
motion is in issue and the last date for paying
the finsl fee will not permit determination of
the motion, it will be necessary to withdraw
the application from issue. Form at 1112.04.
Third, if the application contains an affidavit
ander Rule 131, this must be sealed because
the opposing parties have sccess to the ap-
plication.

FiGeTAB (Y o BT - 18

time set for ﬁhng
as an infer partes matter, subject to oppodtwn.
Thatm,tho filing of conversion papers during

this period w or not accompanied by a
formal motion will be treated as a motion under
Rule 281 g) (5) and will be transmitted to the

fordocmonumrap&ntion
of ﬂ'm timo within which

stong oam- which mnz

diacmtmn, eithef transmit the matter
the Primary Exzaminer for determinstion or
defer consideration thereof to final hearing for
determination by the Board of Patent Inter-
ferences. If transmitted to the Primary Ex-
aminer, the matter is treated as outlined in the
preceding h. Forms for converting
& joint application to u sole are given at
1112.00(m) to 1112.09 and these forms
may be suitably to apply to the situ-
ation where an application with three or more
applicants is converted to a iomt application
with a lesser number of applicants or where
an application is conve to increase the
number of applicants.

If conversion is attempted after the taking
of testimony has commenced, the Interference
Examiner will generally defer consideration
of the matter to final hearing for determina-
tion by the Board of Patent Interferences.

In any case where the Examiner must de-
cide the question of converting an application
he must, of course, determine whether the le-
gmmqutmments for such conversion have

satisfied, just as in the ordinary e parte
treatment of the matter.

A party may occasionally seek to substitute
an application with a lesser or greater number
of applicants for the application originslly in-
volved in the interference. Such substitution
is treated in the same manner as the conversion
of an involved application as described sbove.

Rev. 5, Jul. 1066




fau'mw of a t is
wiuh tha patem is involved in mtartor-
W‘W of Commiseioner before any ac-

tion by the Eunmm- is taken thereon. ¥

(Ba-

sis: Order 3193.
Such an m should be promptly for-
warded to the Office of the Solicitor with
an_ app iste memorandum. A letter with

titling relative to the interference is placed in
the interference file by the Commissioner and
copies thereof are placed in the reissue appli-
cation and mailed to the parties to the inter-

ference. . This letier gmw notice of the filing
of the veissue spplication and generally in-
cludes & paragraph al tim following nature:
The revissue i will be open to in-
WW by the opposing pavty dumm the in-
terference and may be separately
during the interference, but will not be

to m until the final determination of the
interference, except upon the approval of the

Commissioper.

111109 Suit Under 35 US.C. 146
‘ by Losing Party

When s losing party to an interference gives
notice in his spplication that he has filed a
rivil action under the provisions of 35 17.8.0.
146, relative to the interference, that notice
M’rmﬂd be called to the attention of the inter-
ference Service Branch in order that a notation
thereof can be made on the index of the

Hes *, A.[ﬂ'w a0

o ‘u" PE i '\'Mm‘ 41
Am(t ‘under: 85. U.8,C.- 146, further. %mn is
.’ t‘?tMt on the application of the par
.the sni

geﬁlmg
No letter to that effect need

1 11. 10 H'WBencﬁtof legn Fllngate

168

 If a requ

for the beneﬁt of s forei filing
due undu 35 U.S.C. 119 or under Section 1
of Public Law 690 is filed while an applica-
tion is involved in interference, the pa rs are

to be placed in the application file in th
manner as mmdmems received duri mtar
ference, and pmpmum action taken after the

termination of the interference,

A party is not given the benefit of a foreign
fiting date in the original declaration of an
interference, even though favorable action had
been stated in preyions ex parte prosecution.
The pcmv hnvmg a foreign filing date should

tgmiwﬁl t edburdendof
Ing date under
ﬁu!a 231( ﬂ ( §) %

red on an m!rr partes basis.

the matter is then consid-
1111.11 Patentability Reports

The question of Patentability Reports rarely
ariges In interference proceedings but the
proper occasion or may occur in decid-
ing motions. If appropriate, Patentability
Report practice may be utilized in deciding
mu(;mnﬁ and the procedure should follow as

vlmh us possible the ex parte Patentability
Report practice.

1111.12 Certified Copies of Part of an
Application

This practice has been discontinued with the
cancellation of former Rule 241.




111113 Consultation With Interfexs! -d3ys0t sivico

ence Examiner

In addition to the consultation reguired in
connection with certain motion decisions in
1105.01, the Examiner should consult with a
Patent Interference Examiner or a member of
the Board of Patent Interferences in any case
of doubt or where the practice appears to be
obscure or confused. . In view of their spe-
cialized experience they may be able to suggest
a course of action which will avoid considerable
difficulty in the future treatment of the case.

1111.14 Correction of Error in Join-
ing Inventor

Requests for certificates correcting the mis-
joinder or nonjoinder of inventors in n patent
are referred to the Solicitor's Office for consid-
evation. If the t is involved in interfer-
ence when the request is filed, the matter will be
considered inter partes. Service of the request
on the gmng party will be muirgg and any
paper 3Y an opposin, rty addressed to
the request will be aumidages‘ff filed within 20

199

o 203201

10f.8 00py of. tlmequmg@ the
opposing party. Following 20 days, the
Lg.w Exzuxip?nel¥ will consider the matter to the
extent of determining whether. the .tequest

"= pritne fapie’ conforms to applicable Iaw and
-~ policy. During the interferggce, a copy of any

%

“decision concerning the request will be sent to

the opposing party as well as to the requesting
arty. Issuance of the certificate will be with-
eld until the interference iz terminated since
evidence adduced in the interference may have a
ll)zggrigg on the question of joinder. See also

1112 Letter Forms Used in Interfer
ences

Forms are found in Chapter 600 of the
Manual of Clerical Procedure which gives de-
tails as to the stationery to be used, number of
copies, typing format and handling,.

1112.01 Letter to Law Examiner Sub-
mitting Proposed Interfer

ence for Correspondence
Under Rule 202

~This correspondence is no longer instituted.

Rev, 11, Jan. 1967



Fo N [Hl
v John Wentworth et al
Press Buil .‘D c 202, 705
M' mm jig &g " 2w0’ ; »F"i!ﬂf
L. 4 (¥ '
Cited Relersuces Churge Duta (It appifcable) TARH
Ceposit Aciaeat lio, Wa. ol Copies
- - - - SHORTENED TIME FOR REPLY

Plesse find below & communication from the EXAMINER in charge of this application.
- Commissioner of Patents,

The following claim(s) found allowable, is (are)
suggested for the purpose of interference:

APPLICANT SHOULD MAXE THE CLAIM(3) BY
{allow not less than 30 days), FAIIURE 70 DO 30 WILL BB
COMSIDERED A DISCLAIMER OF THE SUBJECT MATTER INVOLVED

UNMDER THE PROVISIONS OF RULE 203,

Examiner

WCIONES:pefl
WOT-26804

1112.03 Same Attorney or Agent in Applications of Conflicting Interests

This is usually added to the lettor suggesting claims: o o
Attention is called to the fact that the attorrney (or agent) in this application is also the
sttorney (or agent) in an spplication of another party and of different ownership claiming

substantially the same patentable invention as claimed in the above-identified application.

Bow. 5, Jul. 1065 Y
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1112.04 Letter Requesting Withdrawal From Issue -+ (cc/iiruls(1

1+83)

wt Memorandum

PATENT OFFICE

T0 : My, - , Director, Operatiom DATE: w o -

FROM

hmﬂyu&zm:
» Primary Examiner

SUBJECT: withdrawal from Issue: SN,

be withdrawn from issue for the purpose of

Piled
(a1lowdd)

It 18 requested that the above-entitled application

The final fee has (or has not) been paid.

Respectfully,
TEIne
JOWLLLIAMS: f'wa
&, ... interference, another party having made claims

b,

C.

4.

@,

LN

& e8

L

auggested o him from this application,

interference, on the basis of claims
(specify) copied from Pat. Wo, T

interference, applicant having made claims
suggested to him,

rejecting claims (specify) on the implied
disclaimer resultIng from fal to make the
claims suggested to him under Rule 203,

dwm.u% a motion under Rule 234 involving this

application, the date set for the motion .being

g%wqmt t to the ultimate date for paying the
y «‘

deciding & motion under Rule 231(a) (3) involve
ing this application, the final fee having been
paid, or, the motion cannot be decided prior to
the ultimate date for paying the final fee,

201 Rev. 6, Jul. 1966
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lllzx%(u) Requeet for Jurisdietion of Appheaﬁon lnvolved in lmerferenee »
sm €121 UNITED STATES GOVERNMENT us. DEPAR‘D‘ENT OF COMMERCE

w2 Memorandum ——

To : Mr. .. Group Manager, Group DATE:

In teply refer to:

FROM » Examiner

suBjecT: Request for Jurisdictiont Application of
John T, McKibben
9erial No. 385,963
Knitting Machine
Piled July 1, 1965

Jurisdiction of the above-entitled application

now involved in Interference No. 88, 262, McKibben v. Tnpoa,l
is requeated for the purpose of (The Exeminer provides
resscn or indicates the sppropriate item a-d below), .
Reapectfully,
Examiner

Jo WILLIAM3® pef

{(a) Suggesting claims thereto for interference
with enother party and of entering such claims if
made, and of initiasting such edditional interference,

{b) Entering an amendment which puts the appli-
eation in condltiocn for another interference, and of
initiating such other interference,

(¢} Initiating anothsr interference, another
party having mede claims suggested to him from this

epplication,
(d} Entering and taking ection on cleims copied
from Patent Ko, to s With which epplicant

requests an 1nter?¢renaa.

§ Hate slphabetionl arrengrment.

208 Hev. 8, Jul. 1965



MANUAL OF PATENT EXAMINING PROCEDURE

1112.08 Primary Examiner Initiating Dissolution of Interference Ruleé 237(a) ' '
This . form is: to_be weed. in all cases: except: when the interfersnce is. bafore the Primary

Examiner for determination of & motion.
THE COMMELSIONER OF FATERTS
WASHINGTOR. f.C. e U.S. DEPARTMENT OF COMMERCE ¢~
WASHINGTON
In re Intf, Y¥o. 98,000 g
John Wi{llard :
Ve
Luther %Stone 4

Under the provisions of Rule 237, your attention

is called to the following patents:

197,520 Jolien 1-1897 214-26
1,637,468 Moran L=1950 21«26

Counts 1 and 2 are considered unpatentable over

¢ither of these references for the following reasonsa:

{The Examiner discusses the references,)

Examiner

MMard :pet
Gaples to:

John Jonss
133 Pifth Avenue
Wew York, New York 11346

leonard Smith
60 Munsey Euildin%
Washington, D. C. 20641

Parewree Invorven

If one of the parties is a patentee, no reference should be made to the patent claims nor to
the fart that such claims correspond to the counts.  See 1101.02(f), last paragraph. However,
this restriction does not apply to claims of the a;?ﬁmatmn. TLanguage such as the following is

11

suggested : “Applicant’s claims—are considered fully met by (or unpatentable over) the--
reference.” ( l;miﬁ: Notice of October 3, 1962.) .
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INTERFERENCE

1112.09 Redeclarations
These are now handied in the Interference Section of Docket Branch.

1112.10

1112.10 Letter Denying Entry of Amendment Seeking Further Interference

{With application or patent not involved in present interference)

mmmg:a:wn Poper He. &
o U.6. DEPARTMENT OF COMMERCE
PATENT OFFICE
WABHINGTON
tn Beply Plence Reler Vo
r Tve gt .
Kichara A. Green
Charles A, Dornelly Cer. Wa,
123 Main Street 521,316
Dayton, Onio 65497 Fried
July 1, 1965
[ ot Veor
PIPE COMHECTOR
t.ited Hotermnces Chatgr (16 () vpplicebie;

Cowgartan fa et Wa. Kow, ol gt s

Plrsce find below a communication {rom che EXAMINER im charge of thin application.
Commissioner of Patents,
S The amerndment [iled has not now been
entered since it does not place the cese in condition for
snother interference,

{Pollow with apprepriate paragraph, e.g,, (a) or
{v} below:)

{a} Applicant has no right to make claima
becasuse [state reason briefly.) {(Use where applicant cannot
make claims for interference with another application or
whepe applicant clearly cannot make claims of a patent,)

(b} Claims are 4irected tc a species

which 13 not presently allowable in this zase,

Bramiver

ZOREEN s
WOT 2002
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