t

b

Chapter 900 Prior Art, Classification, Search

Prier Art
Canceled Matter in U.S. Patent Files
Abandoned Applications
Pending Applications
U.S. Patents
Foreign Patent Documents
Citation Data
Other Sigrificant Data
901.05(c) Obtaining Copies
901.05(d) ‘Transiation
901.068 Non-Patent Publications
901.06(a) Scientific Library
901.06(b) Borrowed Publications
901.06(c)  Alien Property Custodian Publications
901.06(d) Abstracts, Abbreviatures and Defensive
Publications
901.07 Arrangement of Art in Examining Groups
901.08 Borrowing References
901.00 Missing Copies—Replacement
902 Official Publications and Indices of U.S. Patents
902.01 BManual of Classification
902.02 Definitions

901

801.01
201.02
$01.03
001.04
0901.95
901.05(a)
901.05(b)

902.02(a) Search Notes

902.02(b) Search Cards

902.03 TU.S. Patent Classification Indices

902.03(a) Numerical

902.03(c) Subclass Lists

802.04 Classification Orders and Bulletins

803 Classification

003.01 Statutory Authority

903.02 Basig and Frinciples of Classification

003.02(a) XNew and Reviged Classes

903.02(b) Scope of a Class

803.02(c¢) Establishing Unofficial Subclasses and
Digests

920303 Classification of Foreign Patents

903.05 Transfer of U.S. Patents

903.06 Practice to be Used in Ordering Official Cross-

References

903.06 Ordering Official Cross-References

803.06(a) Discovery of New Cross-References

903.07 Classifying and Cross-Referencing at Allow-

ance

903.07(ay Cross-References—Keep Systematic Notes
during Prosecution

503.07(b) Issuing in Another Examining Group
Without Transfer

903.08 Applications—Assignment and Transfer

$03.08(a) New Applications

$03.08(b) Classification and Assignment to Examiner

90%.08(c) Immediate Tnspection of Amendments

D03.08(d) Transfer Procedure

CGeneral Regulations Governing the Ass«ign-
ment of Applications for Examination
Patent Classifier's Declgion
Transfer to Another Examining Group
after Decision

H3.08(e)

903,08 (£)
908.08 ()

137

903.09 Intermztiomal Classification of Patents for
Inventions

8903.10 Duties of the Post Classifler

804 How te Search

004.01 Analysis of Claims

904.01(a) Variant Embodiments within Scope of
Claim

804.01(b) Eqguivalents

904.01(c) Analogous Arts

904.01(d) OCuilining Field of Search

904.02 Conducting the Search
905 Miscellaneous
905.01 Photocopy Orders

905.02/ Soft Copy Orders
905.03 Orders for Patented and Abandoned Files

805.04¢ Marking Ezaminers' Coples of Patents
905.05 Charge for Pending Application Files

901 PriorArt [R-53]
Note 37T CFR 1.104(a) in § 707.

901.01 Canceled Matter in U.S. Patent
Files [R-18]

Canceled matter in the application file of a
U.S. patent is not a proper reference as of the
filing date under 35 %§)C 102e, see Ex parte
Stalego, 154 TUSPQ 52. However, matter can-
celed from the application file wrapper of a
U.S. patent may be used as prior art as of the
patent date in that it then constitutes prior
public knowledge under 35 U.S.C. 102(a).

901.02 Abandoned Applications
53]

[R-

37 CFR 1.108. 4bandoned applications not cited. ~¢—

Abandoned zppdications as such will not be cited as ref-
erences except those which have become abandoned
as a result of the filing and acceptance of a request
under § 1.139.

Where an abandoned application is referred
to in an issued U.S. patent the disclosure of the
application is incorporated by reference into the
disclosure of the patent and is available to the
public. See § 1.14(b).

In re Heritage, 1950 C.D. 419; 86 USPQ 160
holds that where a patent refers to and relies
upon the disclosure of a copending abandoned
application, such disclosure is available as a
reference, Bee also In re Lund et nl., 158 USPQ,
625 ; 54 CCPA 1361.

It has also been held that where the refer-
ence dpatent refers to a copending but aban-
doned application which discloses subject, mat-
ter in common with the patent, the effective
date of the reference as to the common subject
matter is the filing date of the abandoned ap-
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901.03

plication, Ex parte Clifford, 49 USPQ) 152; Ex .
parte Peterson; 63 USPQ 99 ; and Inre Switzer

et al.,, 612 O.G. 11; 77 USPQ 156.
Published abstracts, abbreviatures and defen-
sive publications are references {§ 801.06(d)).

901.03 Pending Applications [R-53]
Except as provided in 37 CFR 1.11(b) pend-

ing U.S. applications are preserved in secrecy
(87 CFR 1.14(a)) and are not available as ref-
erences. However, claims in one application may
be rejected on the claimed subject matter of a co-
pending application of the same inventive
entity. For applications having a common as-
signes and different inventive entities claiming
a single inventive concept see § 804.03.

Applications abandoned under §1.139 are
treated as pending applications for limited time
periods regarding interferences and the filing
of a continuing application. (See § 711.086.)

901.04 U.S.Patents [R-53]

The following different series of U.S. pat-
ents are being, or in the past have been issued.
The date of patenting given on the face of
each copy is the publication date and is the one
usually cited. The filing date, in most in-
stances also given on the face of the patent, is
ordinarily the effective date as a reference (35
U.S.C. 102(e)).

X-Series. 'These are the approximately
10,000 patents issued between 1790 and July 4,
1836. They were not originally numbered, but
have been arbitrarily assigned numbers in the
sequence in which they were issued. The num-
ber should nof be cited. When copies are or-
dered, the patentee’s name and date of issue
suffice for identification. Copies in stock are
arranged chronologically.

1836 Series. 'The mechanical, electrical, and
chemical patents issued since 1836 and fre-
quently designated as “utility” patents, are in-
cluded in this series. A citation by number
only is understood to refer to this series. This
series comprises the bulk of all U.S. patents
issued. Some U.S. patents issued in 1861 bear
two numbers but only the larger number should
be cited.

[Reissue Series. Reissued patents (§ 1401)
have been given a separate series of numbers
preceded by “Re.” In citing, the letters and the
number must be given, e.g., Re 1776, The date
that it is effective as a reference is the effective
date of the original patent application, not the
filing date of the reissue application.

Design reissue patents are numbered with the
same number series as “utility” reissue patents.
The letter prefix does however indicate them to
be design reissues,
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A1 Series From 1838 to 1861, patents

* covering an inventor’s improvement on his own

patented device were given n separate series of

numbers preceded by “A.1.” to indicate Addi-

tional Improvement.. In citing, the letters

and the number must be given, e.g., A.I. 113.

About 800 such patents were issued.

Plant Patent Series. When the statutes were
amended to provide for patenting certain types
of plants (Chapter 1600) these patents were
given a separate series of numbers. In citing,
the letters “P.P.” and the number must be given,
e.g., P.P. 13 :

Design Patents. Patents for designs (Chap-
ter 1500) are issued under a separate series of
numbers. In citing, the letter “D” and the
number must be given, e.g., D. 140,000.

ICIREPAT Numbers for ldentification of Biblio-
graphic Data on the First Puge of Patent and
Like Documents o

The Paris Union Committee for International Ceop-
eration in Information Retrieval Among Patent Offices
(ICTREPAT) has approved revisions in INID Codes
(ICIREPAT Numbers for Identification of Data)
which became effective for use by the countries which
apply such codes to their documents on January 1, 1873,
A complete list of the Codes, as revised, appears below.

Changes in INID Codes which particularly affect
their application to U.S. patents consist of the provi-
sion of the new codes [75] and {76] that are intended
primarily for use by countries in which the national
laws require that the inventor and applicant are nor-
mally the same. Use of the code [72] which was hereto-
fore applied to U.8. patents has been discontinued and,
in lieu thereof, codes [75] and [76], as appropriuate, has
been used effective with the patent issue of January 2,
1973.

The purpose of INID Codes is to provide a means
whereby the various data appearing on the first page
of patent and like documents can be identified without
knowledge, of the language used and the laws applied.
They are now used by a number of Patent Offices and
have been applied to T.S. patents since Aug. 4, 1870.
Some of the codes are not pertinent to the documents
of a particular country and some which are may, in
fact, not be used. Those codes which are not applicable
to U.S. patents or not used are identified in the list
below,

[10] Document identification
{11] Number of the document.
[19] ICIREPAT country code, or other identifica-
tion, of the country publighing the docu-
ment

[20] Dwnestic filing data
[21] Kumber(s) assigned to the application(s),
e.g. “Numero d’enreglstrement national,”
“Aktenzelchen”
[22] Date(s) of filing application(s)
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[23] Other date(g) of filing, including exhibition
filing date and date of filing complete spee-
ification following provisional specifica-
tion?*

[301 Convention priorily data’

[31] Number(s) assigned to priority appiica-
tion(s) ?

£32] Date(s) of filing of priority application{s}

{33} Country (countries) in which priority ap-
plication (s) was (were) filed *

[40] Date(8) of making aveailable to the public

[41] Date of making available to the public by
viewing, or copying on reguest, an un-
examined document, on which no grant
has taken place on or before the said date?

[42] Date of making available to the public by
viewing, or copying on request, an
examined document, on which no grant
has taken place on or before the said date®

[43] Date of publication by printing or similar
process of an unexamined document, on
which no grant has taken place on or be-
fore the zaid date’

{44] Date of publication by printing or similar
process of an examined documeni., on
which no grant has taken place on or be-
fore the said date

[45] Date of publication by printing or similar
process of a document, on which grant has
taken place on or before the gaid date

[46] Date of publication by printing of similar
process of the claim(s) only of a docu-
ment?

[47]1 Date of making available to the public by
viewing, or copying on.request, a docu-
ment on which grant has taken place on or
before the ¢aid date*

[50] Technicul information

[51] International Patent Classification

[52] Domestic or national classification

1521 Universal Decimal Classification?

[54] 'Title of the invention

[55] Keywords®

[56] List of prior art documents, if separate from
descriptive text

[5%] Abstract or claim

[58] Field of search

1

2‘»‘(;!{#; coneerning the appileation of INID Coder to 1.8,
pisttenty

L ftem $g efther not apptienble to UH, pate 38, §f
appieatlo, fs oither not coded or not nsslgned th

2 he perpeetive specitic data elements within t g
are pot fndfviduatly coded, They nre printed in oo
format undep the coption “Forelgn Appleation Priority I
whieh fs tdentifiod by the IX1 Code (Iml,

ke wpecifie date applicable to w partleular po
printed under the caption “Helated 1.9 Appleation
Where the relationship fs due golely to division or to
ation and/or contin fon-in-part, the data ¢ fdent
the approprinte specific INIE Code, Lo, [62] or [65
rpectively, Where the relationship Is due to aby com?
of thene two apecific subeentegorbos, the datn bu fdent
use of the generic INIT Code (601,

901.05 (a)

[60] Reference(s) to other legally related domestic
docusnent(g) ®
[61] Related by addition(s)?
[62]1 Related by division(s)
[63] Related by continuation(s)
[64] Related by reissue(s)

[70] Identification of partiez congcerned with the docu-
ment

[71] Name(s) of applicant(s)

[72] Name(s) of inventor(s) if knowm to be
such®

[73] Name(g) of grantee(s)

[74] Name(s) of attorney (s) or agent{g} *

[75] Name{s) of inventor(s) who is{are) also
applcant(s)

[76] Name(s) of inventor(s) who is{are) also
applicant(s) and grantee(s)

Codes [75] and [76] are intended nrimarily for use
by countries in which the national laws reguire that the
inventor and applicant are normally the same. In other
cases [71] and [72} or [71], [72] and [73] skould gen-
erally be used,

901.05 Foreign Patent Documents

All countries do not issue their patent speci-
fications in printed form. In some eounfries,
there is a delay between the date of the patent
grant and the date of publication. Generally,
a foreign patent should not be cited as a refer-
ence unless the examiner has seen the patent.

Citation data pertaining to those countries
from which the most patent publications are re-
ceived are given in the following sections.
Additional information can be obtained from
the Scientific Library.

901.05(a) Citation Data

Foreign patent publications that use Arabic
and Roman numerals in lieu of names to indi-
cate the date, show in order the day, month, and
year. Roman numerals always refer to the
month.

Japanese patent application publications
show the date in Arabic numerals, by indicating
in order the year of the reign of the present
Emperor, the month, and the day. To convert
the Japanese year of the Emperor to the West-
ern calendar year, add 1925 to the Japanese
year. For example: 40-3-6=March 6, 1965.

Foreign language, alphabetical lists of the
names of the months, and of the names and ab-
breviations for the United States of America
are shown on the following page. The lists get
forth only selected, commonly encountered
foreign Janguage names, and do not include
those which are similar to the English language
names and thus easily translatable.

In using the lists, identification of the foreign
language (except for Russian), is not necessary.

8.1 Rev, 53, July 1077



901.05(a)

The translation into English is ascertained by
alphabetically locating the foreign language
niame on the lst.

The list of the foreign language names and

MANUAL OF PATENT EXAMINING PROCEDURE

abbreviations for the United States is useful in
determining whether a foreign language patent

publication indicates the filing of a similar ap-
plication in the United States.

&

Alphabetical List of Selected Foreign Language Names of
Months

AROSTO Angust
& August
Lngust
April
Mareh
June
July
June
December
December
April
elokuu August
febbraio Febrruary
Feber Februsry
fenruari Februsry
février February
gennai January
giugn June
grudnis Decembeor
hein July
helmi Febrnary
huhtiks April
Jénner January
janvier January
joulukun December
juillet July
juin June
kesikuwu June
kvetna May
kwietnia April
leden January
lipea July
listopad November
listopads November
lokaknu Oetabwr
Iuglio July
hutego Februsry
masaliskun March
maars Mareh

maggio
Mai

Maj

majs
maraskiu
marca
mars
Marts
Mérz
marzo
mei
ottaebre
pazdziernika
prosinca
Fijna
settembre
sierpnia
Srpna
styeznia
syvskuu
tammikun
toukokuu
HNOT&
wrzegnia
zari

aBrycT
anpe’b
Aexedps
HIONB
HIOHB
Maf

MapT
HOAOPD
OKTAODE
ceHTASDL
deBpasin
SAHB2Db

May

May

May

May
November
March
March
March
Mareh
Mareh
May
Qetober
Qetober
December
October
September
August
August,
January
September
January
May
February
September
September

RUSSIAN

August
April
December
July

June

May
March
November
October
September
February
January

Alphabetical List of Selected Foreign Language Names and
Abbreviations for the United States of America
Sm?ti Uniti d’Ameriea

-

Awmcerikas Forenta Stater
De Forenete ter av Amerika

EE. UU.
E.UA

Etate-Unis d" Amérique
Sp.StLA.

Spoj. St.Am.

Spojene Staty Americke
Stany Zjednoczans Ameryki

8.0

“mnn
RN

Ver.S

+

5t

[albadty

A.
V.Am(erika)

Vereenigde Staten Van Amerika
Vereenigde Staten Van Noord-Amerika
Vercinigten Staaten Von Amerika
Vorenede Stater i Auterika

ICIREPAT Country Identification Code Letters

AU Australia FI  Franee
BY  Belgium 83>

CA  Canada HU  Hungary
CH  Switzerland IN India

akin IT  Italy

CS  Czechesl
JA Japan

DK Denmark

United Kingdom

DL Eest Germany NL  Netherlands
BT Germany, Fed. Hep, N0 Norwsy

Bl Trelaned

Rev. 53, Joly 1977 138.2

Ol
Po
A9
81
18]
SW
s
YU

Austrin
Poland
Rumania
Finland
USSR
Sweden
USA
Yuguslavia
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901.05(b) Other Significant Data

[R—48]

Occasionally, the exact date of foreign pat-
enting becomes material. In the case of Aus-
tralia, Austria, East Germany, India. Ireland,
United Kingdom and U.S.S.R.. it does not ap-
pear on the printed copies of the patents. If
necessary, this information can be secured from
the Scientific Library.

For the effective dates of Belgian patents, see
the Memorandum of March 2, 1959, which has
O

!
«

been reproduced in 41 J.P.O.S. at page +

For the effective dates of Ttalian pa
the Memorandum of October 25, 1964
uted to all examiners and published
J.P.O.S. 795-8.

Comments concerning German, Frenck and
Belgian procedure in granting pare
found in Ex parte Gruschwitz et al.,
505. This case did not involve anticips
the bar of foreign patenting under 33 7.8
102(d). The Board of Appeals has held t
Japanese application was “patented’ 1
publication date, Ex parte Iizuka, 171 T"SPQ
30.

A German Offenlegungsschriften publicat
is not considered to be a patent under 35 T.5.C.
192(d). Ex parts Links, 184 USPQ 422 { Bd. of
Appls. 1974). However, a German Ansle
schrift pnblication is considered to pros
legal effect of o patent under 35 U.S.C. (¢
Ex parte Beik and Thiele, 161 USPQ 745 (Bd.
of Appls. 1968).

Some countries issue patents of additisn and
they should be identified as such and, when
separately numbered as in France, the number
of the addition patent should be cited.

“Patents of addition” generally cover im-
provements of a patented parent invention and
can be obtained by the proprietor of the parent
invention. Inventivenessin relation te the par-
ent invention need not be demonstrated and ]
term is governed by the term of the parent
patent.

For citation of the number of pages of
ing and specification, see § T07.05(¢e).

Some foreign countries list the references
cited during the prosecution. These, especially
if they are U.S. patents, may be helpfui, eitie
as references of interest to the examiner or to
suggest an overlooked field of search,

For additional information on forcign ot

1t
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practices see “Foreign Patent Material™ ts: I.
Federieo. 54 JPOS 102 and 147, February and

Murveh, 1972,
Frprpan

German allowed applications have been is-
sued in printed form beginning Septerber 1.

REPUBLIC 0F (GERMANY

LOGeELT e 6 e

.05(b)

1955. Those printed from this date up to De-
cember 31, 1956, are captioned “Pafentan-
meldung.”  They should be cited as “German

-

printed applications” and identified by the name
of the applicant, the serial number of the appli-
cation, and the date of publication. They arc
printed on white paper. The applications
printed after January 1, 1957, are
green paper aud are captioned “Ai
and have an additional number w
than 1,000,000 and which will be ¢k
the patent, 1f issued. This new nur
be used instead of the original serizl number.
When and if the patent is granted. specifi-
cation is printed again on white paper with the
same number.

On Qctober 1, 1968, the West German Patent
Office shifted to a deferred examination proce-
dure. Under this procedure all pending appli-
cations are printed on yellow paper at 18
months after the filiug or claimed priority date
as “Offenlegnngsschriften”, The numbering sys-
tem is larger than 1,400,000.

German Utility Models (Gebrauch
may be used as references as prior patents, but
not as prior printed publications sinre the full
specifications are not printed effective as of
their registration date. When necessary, the
Librarian will obtain the complete texi of the
specification from the German Patent Office.
A file of such copies is maintained in the Scien-
tific Library.

serpse hrift”
is Jarger
umber of
- should

I

%

smuster)

NETHERLANDS

Netherlands applications, unless withdrawn,
are printed beginning Jannary 1, 1964, They
are captioned “Octrooiaanvrage”. They should
be cited as Netherlands applications giving the
number, date of publication, “Datur: van ter
inzagelling”, name of applicant, “Aanvrager”,
and data customarily given in citing foreign
patents.

Ux~rttEp KrxepoyM

Certain United Kingdom applications had
become void and hence lack a date of accept-
ance. Nevertheless. they were given a number
in the patent series. The date of publication
(vear only) is eiven following the stziement
“Printed for ITis Majesty’s Stationery Office,”
and this should he eited.

British specifications prior to 1016 have
printed in large heavy (ype at the head of the
first. page of the specilication a number and
vear, as 1451 A1), 1912 This, together with
the name, as required by the rules, is always
the proper citation of the patent. The vear
given at the head of the specification iz either
the year of filing or the yemv of acceptance, but

in either case it is the oflicial designation of
the patent.

Rev. 48, Apr. 1976
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The vear printed on tne
ways the year for correct

g is not al-

ation of the

patent. Where it is not, "re(-ﬁ year is
shown by a small superior 3 umber of expo-
nent placed to the !“Isg'n‘f and %mo the serial

number of the patent, as

1910—XNo. 4007

1512—No. 10421 1
In instances of this kind ti e patent should be
cited as No. 499 of 1011 or No. 10421 of 1013,

Fraxc

ato i.‘;e taken
;,f for reference
fieial Dulletin of
in Officiel de la

¢l the granting

b This date does not
f the specifica-

The date of recent French
as the effective date a5 2 pa
purposes is the date of the (
the French Patent Office {Bul
Propriété Industrielle) in
of the patent was announced.
con the printed mm
s of the p ;atm s, The v
the patent was granfed
r of the particular
"1 in which the gra
nnonneed. The date
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e fom&- give the
f(ieumc) and the
.gn Ofumal
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Aive or six weeks
The granting dat
55 hmz 1t zh(- P
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, anted pmr‘m available
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, necessary to o At Eken-
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il use the

o »“ezlhiblcz

OOrteeit
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V?n of July Ji 1957
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The efferiive datoes patents ave dig.
=
&

¢
cussed in perte Fwwm IS .yi ,mri
in Fe porte Appeal No., 194 9%, 1066 1 3

152 1750 70, 1t should be noted that two cflf’
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ferent systems are in operation in Switzerland.
The majority of patents are issued without
search and examination in the light of refer-
ences, and the date used for these is the publica-
tion (verdffentlicht, publié, pubblicato) date.
In two fields, inventions relating to time-keep-
. and inventions relating to the non-mechan-
ieal treatment of textiles and fibers, applica-
tions are searched and examined in the light
of the prior art and the procedure differs from
7' &

“z‘z”é

at followed in the other cases; it follows, in
eneral, the procedure in the Federal Republic
Gfe**many as described in Fa parfe Grusch-
witz et al, 19683 CD 859, 138 USPQ
505. Patents which have been issued under
the examination system can be recognized
rom information given in the hes Ldmrf
which refers to the publlcatlon of the a pphm&.-

@Ci@ o

<

£
b

15
o
(38

o

< rwh

on (the French and German language ap-
plications, Demande publiée and Gesuch be

kanntgemacht, res peetively). As in the German
practice, w hen a case is found allowable by the
examiner the application is published for oppo-
sition and the specification 1s issued in printed
form (also referred to as Auslegesehrift, Ger-
man and Mémoire expose, French}. These
printed_copies have not been 1‘ece1ved by the
Office. Tf 1t becontes necessary in COPHCCUOP
with a Swiss patent issued wunder the examina-
tion system to establish a date earlier than the
tate the patent was granted, the library can ob-
in a copy of tl he e wrlier prmted application

3
=

‘rorn the Swies Patent Office.
E,ﬁﬂ(@z) Chtaining Copies [R-28]

opws of foreign patents can be orde red
}.‘Uﬂlll(*l' for pln('(‘ment in the shoes of a
¥

vhich he examines, if the patents would

ot

.

3 q’l nt uge In th'lt class (O QOU.UL)
501.05(d) Translation [R-48]

aminers may wqwct translators in the
ence Section of the Scientific Library
them orally or with written trs anslations
2] .spvclfu--mnns in languages with which
examiner is not familiar, (f%(* §901.06(a),
ranelutions—{lcquests for 72'(/1:.37(11‘701'1;. arid
£ 005,03, Clugsificatinn of Foveign FPotents,
helow.) Alternative versions of speeifications,
in '2'3*‘ clish or other Tanguages known to the ex-
sudner, can commmonly be found. Searehies for
dteriate versions are pm formed in the For m;m
Satent Records und Stack Serviee Seetion of
e Seientifie Libravy, ,‘m @ substitute for trang-
tion, this service materially reduces the ap-
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it problem posed by o foreign language
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901.66 x: and whether or not any of them is
1l ear on any class assigned to him,

A Y

- Abstracts of London, England pro-
Patent. and T advm:‘rk Office with
natent Hterature, This literature in-
Howing:

ol the full text of the art ticle;
fish language abstract attached o
'L of the article:

publications | (. thic details;
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tional copies are provided. The Inferna-
tional Patent Classification. (LP.C.} is
provided on each document by the Scien-
tific Library; :

E. A document identification number pre-
ceded by the alpha character S followed
by an eight digit number (eg.
S00840001) .

The United States classification as well as the
International Patent Classification (LP.C.) is
placed on each document made of record and
stamped “RECORDED?” by the Scientific La-
brary. No change in status of the document {e.g.
changing classification, cancelling or adding of
copies) should be made unless the Scientific Li-
brary is notified. Form PO-1122 should be used
for this purpose. The form should include the
document identification number, group art unit,
status change and the name of the examiner. The
completed form should be forwarded to the For-
eign Patent Services and Records Section of the
Scientific Library. If the status change involves
placing additional copies of the document, the
document should be forwarded along with the
completed form to the Scientific Library where
the additional copies will be made. If the change
in classification places the “RECORDED” non-

atent literature document in another examin-

ing group, the completed PO-1122 form should
be attached to the document and forwarded to
the new group. The examiner in the new group
should complete the form and forward it to the
Scientific Library.

Where a non-patent literature reference with
o document identification number is cited, the
identification number and the class and subclass
should be included on the form PO-892.

The citation should be as follows:
(S00840001) Winslow, C.E.A. Fresh Air and
Ventiation N.Y., E. P. Dutton, 1926, p. 97-112,
TH 7653. W5, 315-22.

If the cited document has a document identi-
fication number, it is not necessary to enclose a

[R—45]

901.06(a) Scientific Library [R-45]

35 U.8.¢. 8. Library. The Commissioner shall main-
tain a Hbrary of scientific and other works and pe-
riodicals, both foreign and domestic, in the Patent

w1l Trademark Office to aid the officers in the dis-

charge of thefr duties,

The technical literature, foreign patents and
services supplied by the Scientific Library are
important to the examiner for two primary
reasons. In the first place, they provide ma-
terial which must be known or searched to de-
termine whether claims of applications are di-
rectly anticipated, and therefore unpatentable
under the provisions of 35 U1.S.C, 102, In the
second place, in cases in which the primary
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search indicates that there is some novelty as
compared to any single reference in the art, the
library handbooks,. textbooks, periodicals, re-
ports and other materials assist in deciding the

question of patentable invention (85 U.S.C.

103). They enable the examiner to make a fur-
ther study to determine whether the features
novel in the particular combination searched
would be obvious to a person skilled in the art
from the general state of knowledge as reflected
in the technical literature.

MaTERIALS AVAILABLE

TForeign Patents

The Library receives foreign patents by ex-
change from almost all countries (26 countries)
that print their patents. In mest cases, two
copies are received: one for the examiners’
search files and one for the numerical set in the
Library. Since July, 1969, the numerical set for
the following countries has been placed on 16
mm microfilm reels: Canada, France (applica-
tions and patents), Germany (applications and
patents), Great Britain, Japan, Netherlands
(applications only), U.S.S.R., and Switzerland.
The second copy of the foreign patent, with g
translation of the main claim or an English lan-
guage ahstract, is sent to the examining group
(§ 903.03). Patents on which there is no date of
publication (Australia, France and Italy) show
the date of receipt in the Library. Soviet and
Bulgarian authors’ certificates are date-stamped
evenn though a “date of publication” appears
thereon beeanuse there is some doubt whether
“publication” means “printing.”

Foreign Patent Journals

Most foreign countries issue official patent
and trademark journals corresponding to the
Official Gazette. Patent journals are shelved
under country names in the patent collections,
and with the numerical sets of those countries
which print their patents. Trademark jour-
nals are retained for only 4 months. Most coun-
tries issue name indexes; some also issue clas-
sified indexes. These arc shelved with the
journals.

Books

A representative selection of hooks published
in the United States and Great Britain in the
fields of applied technology is systematically
acquired by the Library. Tn addition to the
English language books, there is a modest se-
lection from Trench and German literature,
mostly in the field of chemistry. There are
also collections in the varions examining groups
of books and trade cntn]ogs pertinent to the
arts which they examine. The Design Patent
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Group has a great many manufacturers’
catalogs. ' RS

In selecting books and periodicals to be or-
dered, the Librarian and his staff obtain as-
sistance from members of the examining corps,
and suggestions concerning materials to be
obtained are welcomed at any time. A monthiy
list of accessions is circulated to all examining

oups at the beginning of each month and
the books are placed on inspection in the Li-
brary for one week thereafter. Duplicate copies
of books on this list, or any other pertinent
book, may be ordered by examiners for use in
the groups by addressing a memorandum to the
Chief Librarian via the group director and the
cost code clearance officer. »

The books and trade catalogs procured for
permanent assignment to the examining groups
are recorded in the Library’s main catalog, and
copies of these books sometimes are available
in the Library also.

Technical Periodicals

Over 1,500 technical periodicals are received.
These include publications of many important
scientific and technical societies. The list in-
cludes a number of titles in the design patent
field and in fields of interest to non-examining
areas of the Office.

Most of the periodicals received by the Li-
brary are circulated to examining groups.
Once each year the Library sends to each group
a list of all titles currently circulated to them
with request for suggestions for changes. This
systematic procedure does not preclude the re-
guesting of subscriptions for new titles at any
time, and the Library itself will occasionally
add new titles. The Library is alert to new
periadical publications and it aequires sample
copies which it sends to groups likely to be inter-
ested with a request for review and recommen-
dation.

An important part of the duties of each ex-
aminer involves constant inspection of non-
patent literature pertinent to the class or classes
that he examines. The Library has undertaken
to assist in this time-consuming activity. In one
subject area, articles are being pre-selected and
classified under the U.S. system by an outside
indexing service. In a subsection of the same
subject areas, articles are heing pre-gelected by
library staff members. Before addition to the
search files, selections must be agsigned a code
number and microfilmed so that the library will
have a record of search file contents and can
reproduce material cited without pulling it
from the files or from the library shelves. Be-
fore adding any non-patent literature to the
files, examiners should forward the literature to

Rev. 30, Oct, 1971
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the Library for the assignment of code numbers
and for filming. S '

LIBRARY SERVICES
'Nony'-Patent Titerature

Encyelopedic works, published indexes, and
abstracting vehicles which assist searches in
patents and technical literatures are constantly
mncreasing in number and quality, The Library
welcomes suggestions for acquisition of avail-
able or forthcoming aids to searching. ¥n con-
ducting library searches, examiners are encour-
aged to supplement their own familiarity, skill,
and available time by queries addressed to the
Reference Section of the Library (Ext. 72957).

The Staff of the Reference Section (Ext.
72957) will assist examiners in the use of the
card catalogs and other resources of the Li-
brary, in pointing out publications which will
help examiners define the limits of the field of
search, and in providing information for use in
prior art searches. Upon request, it will provide
bibliographies on given subjects. It will also
accept requests for all information on specific
subjects defined by keywords and/or class and
subclass designation.

Main Catalog

This card catalog is located in the Reference
Room and lists all materials in the Library, the
Law Library and examining groups except
patent specifications and government reports on
microfiche. If an examiner finds that the book
he ‘desives is not on the shelf he may be able to
ascertain through the card catalog that another
copy is available elsewhere in the Office. Exam-
iners sometimes acquire material independently
of the Library, and it is important that any
such material shouid be sent to the Library’s
Technical Processes Branch for cataloging to
agsure that it may be recorded for the benefit of
the entire Office.

The Library of Congress classification scheme
is used in classifying the books and bound pe-
riodicals, A printed outline of this scheme is
kept on one of the reading tables on the second
floor and a shorter outline is posted on the end
of two of the book stacks. Examiners will find
the ontline helpful in determining the general
subject arca of the field in which they are inter-
ested, Catalog cards are made for the author,
title when distinctive, and subjects, Bound vol-
umes of periodicals are cataloged, clussified and
maintained on the bookshelves, while those
which have not yet been bound are separately
located in alphabetical order in o smal) reading
room adjoining the Reference Room. Near the
main card catalog, there is a separate card list-

®
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ing of bound periodicals and foreign patent and
_ trademark journals. SERTREIN R :

. Foreign Patent Information

Upon request made to the Foreign Patent’
—p=Records and Stack Services Section  (Ext.
73545) the Library will procure individual type-
written copies of patents from countries which
issuie, but do not print them. Where a%)plicable,
the dates of opening to inspection, of issuance
and of publication will be requested of the for-
eign patent office. The copy of each patent so
acquired is retained in a special file in the For-
eign Patent Records and Stack Services Sec-
tion, and a photocopy thereof is submitted to
the examiner. As requested by examiners, it per-
forms searches in foreign patent journals to
ascertain the dates of opening to public inspec-
tion, of grant or sealing, and of publication of
specified foreign patent applications. It will
also make searches to locate patents with an
earlier date or in & more familiar language.
~ TUpon request, the Reference Section (Ext.
73998) will eonduct bibliographic searches of
certain library abstracting services and indexes
which can be selectively and rapidly accessed
by means of a computer. Most of these services
and indexes, for example, Chemical Astracts or
FEngincering Index, are also available in printed
form. However, computer searching is a much
quicker and easier way to review this material.
A Reference Librarian will help examiners
formulate their search questions properly, run
the seavrches in the appropriate computer files,
and assist in locating the relevant books, jour-
nals, reports, etc., identified. At the conclusion
of each search. examiners will be asked to fill
in some of the information on a one-page form
the Scientific Library uses to evaluate the effec-
L. tiveness of its searches.

Loan of Books and Other Publications

General

All Library materials other than the books
in the main reference collection in the Refer-
ence Room may be charged out at the cir-
culation desk. Materials should be kept as

=g hriefly as possible. Since all library materials
are used for reference purposes, none ma
he taken outside of the Patent and Trademar
Office. Examiners may use the Department of
C'ommerce Libraries as well as other Federal
Government libraries in the area. The Reference
Section (Ext. T20957) can answer guestions re-
garding the aecessibility and lending practices
of the other libraries. Books needed from that

 Library for official use should be obtained

. through the Scientifie Library by means of in-
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pa,r,agmﬁh. :
Interlibrary Loans , __
On request the Reference Section (Ext.

terlibrary loan as described in the following

72959} will borrow from other libraries mate-+ -

rials not available in the Scientific Library.
In return for this service, the Library loans
1ts materlals to other libraries in the District
of Columbia so that occasionally an examiner
may find that the item he desires is unavail-
able. These materials which are out on inter-
library Joan may be recalled for the examiner
if required for immediate use. To borrow
books from another library is costly in terms
of both time and effort; therefore, it is library
policy not to borrow materials unless strictly

rtinent to official use. Law books cannot be
borrowed by the Library for use by examiners
in _connection with law courses. '

When a book or periodical is borrowed from
another library, and cited in an Office action, a
photoeopy of the portion cited should be or-
dered immediately and placed in an appropri-
ate class and subelass. This class and subclass
shonld be cited in the Office action.

Publication Dates

Requests pertaining to the earliest date of
publication or first distribution to the public
of publications and patents should be made to
the Reference Section. They can obtain the day
and month of publication claimed by the copy-
right owner for United States publications and
they will write to the foreign source.

Translations

Reguests for Translations ‘

Examiners may consult the translators in the *
Reference Section at any time for oral assist-
ance in translating foreign patents or litera-
ture. Translations are made from all of the
principal European languages and from Jap-
anese. The Library will have required transla-
tions from other languages made elsewhere.
(Ext. 73193)

Card Index of Available Translations

This index lists all translations which have
heen made by the Reference Section of the
Library and a few others gathered from mis-
cellaneous sources. The card file and over
10,000 translations of forcign patents and
trademarks with some periodical articles and
excerpts from books are located in the Refer-
ence Section. Translations, which are available
to examiners and non-Office personnel, are in-
dexed by country, patent or trademark number,
and patentee or author. A copy of any transla-

Rev, 45, July 1975




901.06(b)

tions coming to an examiner from outside of
the Office should be furnished to the Regference
Section so that it may make a copy for its files.
In this case the source is indicated on the trans-
lation so that it will not be certified as an official
~p=tpranslation of the Patent and Trademark Office.

901.06(b) Borrowed Publications
[R-30]
See § 901.06 (a), Interlibrary Loans.

901.06(¢) Alien Property Custodian
Puablications [R-23]

Applications vested in the Alien Property
Custodian during World War II were pub-
lished in 1943 even though they had not
become patents.

Care must be taken not to refer to these pub-
lications as patents; they should be designated
as A.P.C. published applications.

An A.P.C. published application may be
used by the examiner as a basis for rejection
only as a printed publication effective from the
date of publication which is printed on each
copy.

l’i‘}lyle manner of citing one of these publica-
tions is as follows: A.P.C. Application of
Ser. No. ______ , Published ______

———— e =y

The Scientific Library contains a complete
set of A.P.C.. published applications arranged
numerically in bound volumes=.

901.06(d) Abstracts, Abbreviatures
and Defensive Publications

[R—45]

™  Abstracts and Abbreviatures are Patent and

L_,’I‘rademark Oftice publications of abandoned ap-

Bev, 45, July 1075
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plications. Defensive Publications. (the O.G. de-
fensive publication and search copy) are Patent
and Trademark Office publications of a pro-
visionally abandoned application wherein the
applicant retains his rights to an interference

for a limited time period of five years from the

earliest effective U.S. filing date. See §§ 711.06
and 711.06(a).

Distinet numbers are assigned to all Defen-
sive Publications published after December 186,

1969, for example.
T 869
é

(1171
LNumber series, 001-999 available
monthly,
0.G. volume number,

Document category, T for Tech-
nical disclogure,

Defensive Publications are included in sub-
class lists and subscription orders, The distinct
numbers are used for all officinl reference and
document copy requirements.

A conversion table from the application
serial number to the distinct number for all
Defensive Publications published before De-
cember 16, 1969 appears at 869 O.G. 687.

901.07 Arrangement of Art in Exam-
ining Groups [R-30]

In the examining groups the U.S. patents are
arranged in shoes bearing appropriate labels,
each showing the class, sub-class, and usually
the lowest and highest numbered patents put in
the respective shoe. The patents should be ar-
ranged in numerical order.

Some TU.S. copies are marked “Cross Ref-
erence.” These are patents which are classified
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in other classes or subclasses but which have
disclosures pertinent to the subclasses in which
they are placed as cross references.. Cross ref-
erence copies may be filed in the shoes along
with the copies of the original patents te sim-
plify the tasks of searching and filing.

Copies of foreign patents are usually kept in
shoes separate from and immediately following
the U.S. patents.

All foreign patent documents (patents and
published applications) involved in a reclas-
sification project issued after January 1, 1974
are filed by year of publication only, within each
subelass. Each such foreign patent document has
the year of publication written in red in the
upper right-hand corner of the front page. It
is anticipated that eventually all the classified
foreign patent document search files will be ar-
ranged in this manner. This filing arrangement
aids the examiner in updating his search as well
as the Office of Patent Classification in the main-
tenance of the integrity of the search files.

Non-patent publications or photocopies
thereof containing disclosures for particular
subclasses, if numerous, should be filed in: shoes
following the foreign patents, otherwise at the
bottom of the last shoe of foreign patents.
[R-39]

901.08 Borrowing References [R-
23]

The search files in each examining group
should at all times be complete. Where they
are incomplete, the examiners using such files
and relying upon their completeness may miss
valuable references. References removed from
the files whether for use in the group or cther-
wise should, of course, be promptly returned.

901.09 Missing Copies—Replacement
[R—46]

When the original or cross-reference hard
copy of a reference patent is missing from the
examiner’s search files, a soft copy may be or-
dered on modified buff colored form PO-1£. The
box marked “Notes” on this form has been
stamped with two check boxes. “OR” for orig-
inal and “XR” for cross-reference. and the
words “REPLACEMENT COPY”. In order-
ing a substitute or replacement copy, the exam-
iner should complete the “Patent Number”,
“Dute of Order”, “Examiner’s Name” boxes,
mark the number one -1- in the “No. of Copies”
hox and place the eclassification in the first
“Class-Subelass/Digest” box. In the “Notes”
box. mark throngh the appropriate check box
for either “OR™ or “XR”, depending on which
type document. is missing.

902.01

To expedite the handling of requests for RE-™]

PLACEMENT coipes and thereby insure the
quickest response, the following routing proce-
dures should be adhered to:

(1) Use designated collection drops for copy
orders within each group. :

(2) Group clerical personnel should hand
carry or mail the modified Buff colored PO-14
at least daily, to the Classifier Support Section,
room CP2-TD12 or drop them in the Docu-
mentation soft copy order box provided at the
reference order window in room 2-1A03. This
box is emptied at least three times daily.

The attorneys’ drop slot at the Customer .

Services Division Window should not be used
nor should the forms be mailed to Customer
Services Division as consequent rerouting to
Documentation for processing will result in un-
necessary delay.

All soft Copy Replacement copies ordered on
modified buff colored form PO-14 will be la-
beled with the classification noted on the PO-14
and the upper face of the soft copy will be
stamped either “Substitute for missing OR” or
“Substitute for Missing XR”.

If the original copy is subsequently found the
replacement copy should be removed from the
file and discarded.

SAMPLE (Buff colored form)

USE A SEPARATE |PATENT MUMBER NO. OF COPIES
COUPOK FOR
EACH PATENT 4 7
prels ,, 23 ) 5b 1
ORDERED
GRouR GATE OF GRDENginse syl CLASS‘/!;)IG‘EST
/66 |-s.95| 36 | T
EXAMINER'S NAME ><
LLLen GRAY
[[] DO NOT RECORL i ABSIEICATION
), [NGTES

[CJor, CIXR. REPLACEMENT COPY

US DEPAHTHMENT OF CUMMERCE
FATENT OFFICE

:

EXAMINER'S QRDEW
FOR PATENT COPY

FORM PO-Y 4
REV 1/71

1236881810000 KBEBUBRNINNUAKIBNBILGRIBIANBOEROUAENEBAY

902 Official Publications and Indices“'i
of U.S. Patents
902.01 Manual of Classification [R-
46]

The Manual of Classification is published in
loose-leaf form, and supplementary sheets con-
taining changes are issued from time to time
to replace the original sheets,

Al ehanges to oflicinl subclasses arve effected
by a series of Classification Orders, As these
changes are published, each examiner should
enter them in his manual, so that his manual
will at all times be complete and up-to-date. As
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supplementary sheets are issued, the old sheets
should be removed, and the new sheets substi-
tuted therefor. R :

There are over 300 classes of utility inven-
tions each having a title descriptive of its sub-
ject matter and being identified by one of a
series of class numbers (some numbers of the
series are blank and not presently assigned to
any class). FEach class is subdivided into a
number of subclasses with each subclass bear-
ing a title descriptive of its subject matter and
being identified by a subclass number which in
many instances will include decimal fractions

—sand alphabetic characters. A complete identifi-

cation of a subelass requires both the class and
subelass numbers, the class number appearing
first and the subelass number second, e.g., “103—
161" identifies Class 103. Sui:class 161.

The Manual of Classification has the follow-
ing parts:

A Brief Statement on the Use of the Manual.

Classes Arranged by Related Subjects. Tab-
ulation of classes, in which the classes are ar-
ranged in three major subject groups, with the
classes listed under each group by relationship
of subject matter. This tabulation is for the
purpose of assisting the user in finding the
main class pertinent to his search.

s (agses Arranged by Group Art Units.
Classes Listed Alphabetically by title.
Classes Arranged Numerically with Group

A#t Unit and Search Room Locations.

Subeluss Schedules. Complete subclass sched-
ules for each class, the utility classes appear-
ing first in numerical sequence of class num-
bers, and then the design classes in numerical

sequence of design class numbers.

902.02 Definitions [R-23]

A1l of the utility classes (i.e., classes devoted
to technology) except a few unrevised classes
have definitions. None of the design classes
has definitions.

Such definitions state the subject matter that
is found in each defined class and subclass
much more explicitly than it is possible to
state in short class and subelass titles.

Each examining group has at least one set
of definitions and there are several sets in the
Public Search Room. Additional or replace-
ment sheets incorporating all changes and addi-
tions are issued from time to time and should be
promptly added to each set of definitions.

902.02(a) Search Notes

The definitions have search notes as a part
thereof; namely, notes giving information as
to where subject matter related to the class will

u——
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be found (such notes appearing after the class
definition), and also notes as to where subject
matter pertinent to the subclass will be found
(appearing after the subclass definition).
These notes are intended to indicate both the
relationship and the difference between the
separately classified subjects. =

Such search notes are not exhaustive and
should be regarded as suggestive of additional
fields of search, but not as limiting the search.

902.02(b) Search Cards [R-23]

In one shoe of each defined subclass in both
the examining group and the Public Search
Room is a “Search Card” having the definition
of the subclass and the search notes if any.

902.03 U.S. Patent Classification Iu-
dices [R-23]

A number of indices of U.S, patents are avail-
able and may be used to obtain classification
data of U.S. patents.

902.03(a) Numerical [R-46]

A numerical index of domestic patents giv-
ing their present original classification is avail-
able in the Public Search Room and in the Docu-
mentation Processing Division in the form of a-e—
microfilm viewer which is controlled by a mini-
computer.

There is a separate index for each series, X,
1836, AI, Re, PP and D. Information as to both
the original classification and official cross-
reference classification of all U.S. patents is
available from the patent index telephone, Ext.
78951. This is a multiple line telephone and
problems with busy signals should be minimal.
Classification information is contained on strip
microfiim with quick lookup available by use of
a viewer connected to a mini-computer. The
data is updated with new issues and reclassifi-
cation projects. s

902.03 (¢) Subclass Lists [R—46]

A list of the number of patents contained in ™
each subelass can be obtained from the Docu- 2
mentation Processing Division.

902.04 Classification Orders and Bul-
letins [R-46]

Clagsification Orders are issued from time to
time giving all changes in the clasgification
that have been made officially, including every
change to be made in the Manual of Classifica-
tion or in the definition books.

Copies are distributed to all examining
groups for immediate use. e

| .
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903 Classification

903.01 Statutory Authority [R-23]

The statutory authority for establishing and
maintaining a classification is given in the fol-
lowing statute, which states:

85 U.8.C. 9. Classification of patents. The Com-
missioner may revise and maintain the classification
by subject matter of United States lefters patent, and
guch other patents and printed publications as may
be necessary or practicable, for the purpose of deter-
mining with readiness and accuracy the novelty of
inventions for which applications for patent are filed.

903.02 Basis and Principles of Classi-
fication [R—46]

The basis of classification used in the U.S.
=~+Patent and Trademark Office, the principles fol-
lowed, and the reasons why such principles were
adopted are set forth in the booklet Develop-
ment and Use of Patent Classification Systems,
which is available in each art unit. Since clas-
sification is the basic tool of every examiner, this
booklet. particularly as it relates to the present
classification system, should be carefully
studied.

903.02(a) New and Revised Classes
[R-46]

The establishment of new classes or sub-
classes and the revision of old classes are done
under the supervision of a patent classifier.

The Classifier performing the reclassification
secures a set of patent copies of the present clas-

—s-sification. With these copies, by study and suc-
cessive groupings. he develops an arrangement
of the patents which is satisfactorv for search-
ing.

The lines marking the confines of the new or
revised class and its subclasses are determined,
and appropriate definitions drawn. Then the
examiner’s and the Public Search Room’s copies
of the patents included in the new class are col-

—s=lected. arranged and labeled conformably to the
new classification. Official eross-references are

—s=als0 prepared and appropriately labeled.

The patents comprised in the new class are
entered upon the numerieal and subclass in-
dices.

Notification of the new class or subelass is

=s=pithlished in a Classification Order, and Supple-
mentary sheets necessary to correct the loose
leaf Manual of Classifieation are published.

Definitions of all revised classes and sub-

~=clusses are included in Classification Orders.

903.02 (e)
903.02(b) Scope of a Class "

In using any classification system, it is nec-
essary to analyze the organization of the class
or classes to be included in the search.

The initial analysis should determine which
one or ones of the several types of subject mat-
ter (manufacture, art, apparatus or starting
material) are contained in the class being
considered.

Further, relative to each type of subject mat-
ter, it is mecessary to consider each of the
various combinations and subcombinations set
out below:

Feature Combined with Basic Subject Mat-
ter for Some Added Purpose. The added pur-
pose is in excess of the scope of the subject
matter for the class, as defined in the class defi-
nition, e.g., adding a sifter to a stone crusher
which gives the added function of separating
the crushed stone. .

Feature Combined to Perfect the Basic Sub-
ject Matter. Teatures may be added to the
basic subject matter which do not change the
character thereof, but do perfect it for its in-
tended purpose, e.g., an overload release means
tends to perfect a stone crusher by providing
means to stop it on overload and thus prevent
ruining the machine. However, this perfect-
ing combined feature adds nothing to the basic
character of the machine.

Basic Subject Matter. The combination of
features necessary and essential to the funda-
mental character of the subject matter treated,
e.g., a stone erusher requires a minimum num-
ber of features as essential before it can func-
tion as such.

Subcombinations Specialized to Basic Sub-
ject Matter. Each type of basic subject matter
may have subcombinations specialized to use
therewith, e.g., the crusing element of a stone
crusher.

Subcombinations of General Utility. Rach
type of basic subject matter may have sub-
combinations which have utility with other
and different types of subject matter, e.g., the
machine elements of a stone crusher. Subcom-
binations of this character usually are provided
for in some general class so that the examiner
should determine in each instance where they
are classified.

903.02(¢c) Establishing Unofficial Sub-" ]

classes and Digests

[R-46]

Unoflicial subelasses and digests made by ex-
aminers made in accordance with established
clagsification  guicdelines can subsequently bhe__ |
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r’deﬁned and igsued as an official part: of the
classification. ) o
When an examiner finds it desirable to create

an unofficial subclass or digest the appropriate
Post Classifier should be consulted. The Post
Classifier will assist the examiner in establish-
ing any new unofficial subclass or digest by;
providing appropriate instructions on how to
mark patents to be transferred from an exist-
ing subclass to 9 new subclass or digest, obtain-
ing any additional cross-reference copies that
might be needed, determining the title of the
newly established subclass or digest, and assign-
ing the numeric and/or alpha designation to be
L»plwced on the new subclass or digest.
903.03

Classification of
ents [R-46]

™ F oreign patents are distributed by the New
Document Processing Branch of the Document

[, Frocessing Division to the examining groups
with forms 1121 attached. The examiner should
indicate the proper classification on both the
foreign patent and form 1121.

If the foreign patent is not properly classifia-
able in his group, the examiner should suggest a
group in w%lich he considers it to be classifiable

[77if possible and return it to the New Document
Processing Branch. Any indication of classifica-
tion made by the New Document Processing
Branch is advisory only, and the final decision
as to where the patent is to be placed is made
by the examiner in whose art it is classifiable.

All subclasses in which a copy of the foreign
patent is desired should be indicated on form
1121. The file clerk will order any necessary
additional copies and place the classification
indicated on form 1121 on them.

All foreign patents should be classified and

™ forms 1121 returned to the New Document
Processing Branch by the due date indicated on
form 1121.

If the examiner desires to update the classifi-
cation of a foreign patent by changing, can-
celling or adding copies, he should notify the

r»N ew Document Processing Branch by forward-
ing a completed form PO-1122.

It is helpful if the copy is either folded or
disassembled and re-stapled so that the most
significant sheet of drawing is exposed when
the copy is in the shoe case. NOTE : Since the
Library retains copies of these and other for-
eign patents (See § 901.06(a)), a desired for-
eign patent, known by country and number,
can be ingpected in the Library or photocopies

Foreign Pat-

L’ordered.
The Scientific Library invites examiners con-
fronted with language problems in classifying
foreign-language patents to call upon its trans-
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lators for oral language assistance to be pro-
vided at the examiners' desks. Examiners are
accordingly encouraged 16 request this help by

contacting the Translation Section by phone.

148

Examiners are. privileged to ask for specific
translators if they so desive.- . ... . =~

Time spent in classifying foreign patents is
allowed in computing an examiner’s output.
The method used in classifying foreign patents
and the assignment of such work among the
examiners of the group are left to the super-
visory primary examiners. The hours spent by
each examiner on this work are noted on the
individual examiner’s record of “Cther” time
(PO-690E). | 4 . -
903.05 Transfer of U.S. Patents

. The transfer of official copies of U.S. patents,
either original or cross-reference, from one
class or subclass to another requires the ap-
proval of a classifier. ’

Examiners must submit to the a.ppropri'a,teﬁ
classification group all questions of transfer of
patents, -

~When an examiner desires to transfer offi-
cial copies of domestic patents to a different
class or subclass, he should have a memoran-
dum list prepared for signature of the primary
examiner of the numbers of all patents which
are to be transferred indicating only the class
and_subclass into which each is to be placed.
Both originals and properly identified official
cross-references may be included in the same
list and these may involve transfers to or from
any number of different classes or subelasses.
Additional cross-reference copies of any listed
patent may also be requested. This list with the
examiner’s copies of the patents is routed
through any other group involved for its
prompt approval or comment and is forwarded
to the appropriate classification group.

In those instances where a transfer is ap-
proved by a patent classifier, the class and sub-
class designations on both the examiner and
Public Search Room copies of the patents are
changed and the classification data files are-—
altered to agree with the new classification.
When the transfer is not approved, the copies
of the patents will be returned with a notifica-
tion thereof.

Unauthorized transfers render the subelasses
in the Public Search Room no longer dupli-
cates of those in the examiners’ rooms, and algo
render incorrect the clagsification data files.

When it becomes necessary in the course of a
transfer to remove copies from the files in the
Public Search Room or Examiner Secarch-e—

b ]

oz
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7 Room. a notice indicating the patents with- The procedure for transferring an entire
drawn and the classifications to which they are  class or subclass from one group to another
|_, transferred is placed in the search file. is given In the Manual of Clerical Operations.

149  (Page 150 omitted) Rev. 46, Oct, 1975
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903.06 Practice To Be Followed in
Ordering Official Cross-Refer-
ences [R-43]

The following alternatives are available for
obtaining official cross-reference copies of
United States patents. ' )

a. Send to the classification group a list of
patents and relative to each patent, indicate the
class and subclass in which it is thought each
should be cross-referenced.

b. The preferred mode of ordering a cross-
reference where the examiner has a soft copy
with the pertinent portion marked, is to indi-
cate on the marked soft copy the class and
subclass in which it is thought it should be
cross-referenced. Such soft copy should be
forwarded to the classification group where it
will be promptly inspected, the necessary action
taken and the soft copy returned within twe
days of its receipt.

903.06(a) Discovery of New Cross-
References [R-43]

Patents which are useful as references may be
found either in the course of a search or from
inspection of the Official Gazette each week.
Copies may be placed in the examiner’s search
files. See § 905.02.

903.07 Classifying and Cross-Refer-
encing at Allowance [R—46]

It is the duty of each primary examiner to
personally review the classification and cross-
referencing made by his assistants of every ap-
plication passed for issue and to print his full
name on the blue issue classification slip to show
that this review has been made.

Both the blue issue classification slip (PO~
270) and the file wrapper provide spaces for the
full names of the “Assistant Examiner” and
“Primary Examiner.”

An examiner with full signatory authority
who acts on an application himself and sends it
to issue should write his full name on the blue
issue slip and stamp and initial the file wrapper
only in the “Primary Examiner” space. A line
should be drawn through the “Assistant Exam-
iner” spaces on both the blue issue slip and the
file wrapper to make it clear that the absence of
an initial or signature in the hox was not an
oversight.

The initial classification of pending applica-
tions and the drawings thereof will have been
indieated in pencil by the supervisory primary
examiner, See § 903.04(b).

903.07

However, an application, properly classified
at the start of examination, may be improperly
classified when it is ready for allowance. The
allowed claims should be reviewed, in order to
determine the subject matter covered thereby.
It is the disclosed subject matter covered by
the allowed cluims that determines the original
classification of U.S. patents.

Only the correct official classification should
be left on the file and drawing of each appli-
cation when passed for issue.

The examiner fills out a blue issue classifica-
tion slip (PO-270) or a salmon slip (P0O-328)
in the case of designs to indicate the class and
subclass in which the patent should be classified
and also the classes in which it should appear
as a cross reference. The examiner should be
certain that all subclasses into which he places
cross-references are still in existence. The
examiner attaches the blue issue classification
slip to the inside of the left fold of the file
wrapper to be forwarded to the Patent Issue
Division.

The examiner also enters the classification
appearing on the issue classification slip in the
space provided on the front of the file and in the

space provided in the stamping at the top mar--—

gin of the drawing. Care should be exercised to
see that all three entries of the classification are.
correct and in agreement, particularly after
any alteration of one entry, for otherwise the
patent will be printed with an erroneous clas-
sification or improperly positioned in the Offi-
cial Gazette.

All examiners are requested to fill in the
class and subclass on the drawings in large
numerals using as much of the space provided
as feasible. In this way the filing of drawings
and subsequent retrieval by the Patent Issue
Division will be greatly aided. See also § 1302.10.

All examiners must include unofficial subclass
designators on the blue issue slips (PO-270)

at the time of issue when appropriate. This ap~~—

plies to both the original classification and the
cross-reference classification. Any time that a
patent. is being isstied in or cross-referenced to
a subelass containing unofficial subelasses, the
alpha designation for the proper unofficial sub-
class must. be included on the blue issue slip. No
other designation is permissible. Inclusion of
only the numerie designation of an official sub-
class which includes unofficial subelasses is an
incomplete and improper entry on a biue issue
<lip. ANl official subclasses which have unoffi-
cinl subelasses are now designated with an “R”
(denoting residual) and if the patent does not
fit an indented unofficial snbelass, the blne slip
shonld inelude the “R” designation. It is per-
missible to place multiple copies of a patent into
a single set of unofficial subelasses.
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903.07(a)
When the original patent is classified in‘an

unofficial subelass (including the “R” subclass),
the front of the file wm})per and the drawing

gnation,

I on the blue
fication must

should also include the alpha desi
Digests should also be includ
issue slip, but the original cl

never be & digest. The indication for a copy of

a patent in a digest must be in the cross-
reference area of the blue issue slip and must
be identified by class number, alpha characters
DIG and appropriate digest number.

ResuBMission

The original classification assignment of an
application may have involved a “borderline”
situation. The file wrapper of such an applica-
tion will be stamped, “RESUBMIT TS,)
—— efe.”,
the stamp appearing below the Interference
Search box. A “Special” tag should be attached
to the file when resubmitted. Note that there
should be no resubmission if there is, at the time
of allowance, no longer any doubt or dispute
about the proper classification.

- Where an official Classification Order affects

an application already passed to issue, the clas-
sification group makes the necessary changes on

the file wrapper, blue slip, and drawing, if any.
The clerk of the examining group is notified so
that the Serial Register card may be similarly

changed.
Applications which already have been sent

to the printer will be classified by the classifica-
tion group at the time the pateat issues.

903.07(a) Cross-Referencing-——Keep
Systematic Notes During
Prosecution [R-231

Throughout the examination of the case,
systematic notes should be kept as to cross-
references needed either due to claimed or un-
claimed disclosure. Examiners handling related
subject matter should be consulted during
prosecution {whether they handle larger un-
claimed combinations or claimed or unclaimed,
but disclosed, subcombinations). and asked if
cross-references are needed. A eross-reference
MUST bhe provided for all CLAIMED dis
closure where possible and inserted on the blue
issue classification slip at time of issue.

903.07(b) Issuing in Another Exam-
ining Group Without

Transfer [R-43]
When an examiner issues a prospective pat-

ent in another examining group, he notes in
the space provided on the blue issue classifi-
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cation slip, in ved.énk, the class and subclass of
the other group,;and in parenthesis the number
of said other group. (The initials of said other
primary examiner must also appear in said
space.) In the lower left corner, the examiner
writes his own group number in black ink.
(When the patent issues, the classification group
will, as a matter of routine, send the necessary
notices to the group involved.) . =

The sending of cases to issue from one group
and assigning them to classes in another group
is restricted to those situations where both ex-
aminers concur in the proposed classification of
the patent, which must be shown by the con-
curring examiner initialing the issue classifica-
tion slip, or where there has been a ruling by a
patent classifier, who must initial the slip.

903.08 Applicétions: Aésignnient and
Transfer [R-43]

_ The examining group to which an applica-
tion is assigned 1s responsible for its examina--
tion until such time as the application is offi-
cially transferred to another group by the
classification group.

The primary examiners have full authority
to accept any application submitted to them
that they believe is properly classifiable in a
class in their art unit.

903.08(a) New Applications [R-33]

New applications are assigned to the various
examining groups in the first instance by the
Application Division,

_Upon receiving an application from Applica-
tion Division, the clerk in charge of processing
new applications, should date stamp the file
wrapper and the back of the docket register
card on the day the file is to be delivered to the
supervisory primary examiner. The complete
application (file, drawing, and serial register
card) are then given to the appropriate super-
visory primary examiner. The clerks should not
permit these cases to remain overnight hefore
distributing.

If the supervisory primary examiner decides
that the application properly belongs in his
art unit, it is processed as a new receipt. See
§ 902.08(b).

When a new applieation is received which,
in the opinion of the primary examiner, does
not helong to his group, he may request trans-
fer to another group. See § 903.08(d).

Form PO-447, “Transfer Request” consists
of five copies and is used as a transmittal, group
charge and notification form.

If the search in connection with the first ac-
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tion develops art showing proper classification
elsewhere, the transfer is initiated after a re-
sponse is received from applicant.

BorpERLINE CLASSIFICATION

The classification assignment of an applica-
tion to the proper examining group, especially
when there is submission to and assignment by
the classification groups, often involves a bor-

152.1

903.08(a)

derline situation. Classifiers in the classification
groupe, when assigning such borderline cases,
will stamp the file wrapper directly below the
interference search box when it is their con-
sidered opinion that the classification of such an
application should be reconsidered on allow-
ance. The stamp will indicate which classifica-
tion group will reconsider the case on a “Spe-
cial” busis. Note “Resubmission” portion of-w—
§ 603.07.
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903.08(b) . Classification and Assign-
ment to Examiner [R-
53] ‘

Every application, new or amended and in-
cluding the drawings, if any, when first as-
signed to a group must be classified and as-
signed to an examiner for examination.

The supervisory primary examiner normally
assigns them, noting in lead pencil in the space
provided on the face of the file and in the upper
left hand corner of the first sheet of the “col-
ored” prints the class and subclass to which the
case pertains, and also the name or initials of
the examiner or the assigned docket designation.
The application file is then turned over to the
clerk for processing.

If an examiner other than the supervisory
primary examiner is given the responsibility of
assigning applications. time so spent may, at
the group director’s discretion, be charged to
“Assisting SPE”.

903.08(c) Immediate Inspection of
Amendments [R-24]

Upon the receipt of an amendment which
makes a transfer proper, steps should be taken
promptly in accordance with the transfer pro-
cedure outlined in § 903.08(d).

903.08(d) [R-

Transfer Procedure
53]

Traxsrers Berwrees Art Uxits WITHIN THE
Saye Grovp

All “within the group” transfers must be
called to the attention of the group clerk so that
the examiner’s docket record card and serial
register card can be changed to correctly indi-
cate the assignment of the application. The clerk
must also report docket clilanges on the Ex-

_aminer Docket Activity Report, PTO-690.

Where there is a difference of opinion among
the supervisory primary exzaminers as to as-
signment within the same group, the matter is
submitted to the classification “postman” for
resolution. Note § 908.10.

Traxsrers Berwees Dirrerent Groups

Transfer of undocketed and docketed new and
amended.ami:licntions may be requested between
groups via the regular messenger service with-
out submission to, or approval by the classifica-
tion groups. However, the forwarding group
must send the application to the receiving
group with a transfer request, PTQ-447 (only
the forms dated 9/70 or subsequently should be
used ), within one calendar week of receipt in
the forwarding group. Amended applications

903.08(d)

must be submitted within two weeks of the
group receipt date of the amendment. If an ap-
plication is not submitted within the time limit,
it must be classified, assigned and retained in the
original group.

‘Exceptions to these time limits are:

1. All new applications (docketed and un-

docketed) transferred to Group 220 purely for

security reasons.

2. New undocketed applications which are
hand carried.

8. New reissue applications filed after March
1, 1977, which should be retained in the group
indicated by the notice of filing in the Official
Gazette for two months following the notice be-
fore transfer.

Where a supervisory primary examiner be-
lieves an application ‘does not belong in his
group, he dates and completes form PTO-447 by
giving a full explanation of the reasons for clas-
sification in the other group art unit. In the
space provided on the form at least one of the
following must be included:

(1) Identification of the controlling claim

examinable in another group.

(2) Identification of any existing informal

transfer agreement.

(8) Other reasons—with full explanation.

The supervisory primary examiner may give
the complete file with form PT(Q-447 attached.
to his transfer clerk for forwarding by regular
messenger service, or he may obtain the docket
record card from the clerk and hand carry the
entire file to the other group art unit. The group
clerk retains part PT0-447(d) of form PTO-
447.

If the receiving examiner agrees to accept
the application, he classifies and assigns the case

L

and initials the form PT(Q—447 and the face 0f g

the file wrapper. The transfer is effected by the
clerk in the group which accepts the application
by transfer. Application Division is notified by
PTO-447(a) and the forwarding group is not1-
fied by PTO-447(e).

If the other examiner does NOT agree to
accept the application within one week of re-
ceipt, he indicates his reasons and adds his

s
<o

initials on the form PTQ-447 in any available <

space. Where acceptance of an application is
refused by the second group within one week
of receipt in the second group, it may be sub-
mitted to the classification group associated
with the forwarding group for decision. If an
application is not refused within the time limit,
the second group must keep and examine the
application.

Failure to fill in the date on the form by
either the transmitting examiner or the receiv-
ing examiner may result in the assignment of
the application to his art unit.
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Transfer inquiry after expiration of the time
period may be made by hand carrying the ap-
plication directly to the second group for pos-
sible acceptance. If it is acceptegﬁhe transfer
is effected, but if it is refused, the original
group must keep and examine the application.

Transfer of amended applications (any ap-
plication having a response to an action by the
Office) may %)e requested by using the
regular messenger service, if transfer is initi-
ated within two weeks from the group receipt
date of the response. The procedure for request-
ing transfer of such an amended application is
similar to the procedure for requesting transfer
of a new case. The time limit for initiating
transfer of an amended application is two weeks
from the group receipt date of the response.
The procedure for hand carrying an amended
application is also similar; if accepted after the
two week period, the transfer may be effected,
but if refused the case remains in the initiating
group. The time limit for refusing the transfer
of an amended case is one week, as for new
applications.

The question or need for a restriction re-
quirement does not enter into the determination
of transfer.

Procepurs In THE CLassiFicatioN Group

The classifier may assign the application in
accordance with the forwarding examiner’s
recommendations or, when this is not appropri-
ate, to some other group. He vrites the assigned
class and group art unit numbers and his ini-
tials on the face of the file wrapper and on
PT(O-447, briefly giving his reasons in the space
provided on the form.

Where the change results in assignment of an
application to a class under the jurisdiction of
another classification group, the classifier ob-
tains the concurrence and signature on PTO-
447 of a classifier in the other classification

oup.

As heretofore, under certain circumstances a
clasgifier may, contrary to controlling classifi-
cation rules, assign an application to a class or
group which in his judgment is better equipped
to examine the application. This is fully
described in paragraph 6 and 9 of § 903.08(e) ;
see also the last paragraph of §903.08(a).
Assignment by the classifier becomes final, and
no transfer should be accepted without the
classifier’s initials on the face of the file
wrapper.

Recoxsimerarioss

The supervisory primary examiner of the
group art unit to which an application is trans-
ferred may request reconsideration provided
that group art unit has not seen the applica-
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tion before the transfer, if he or she believes the -—e—

classifier’s assignment. is. in error, by briefly
stating his reasons on & new form PT0O-447 and
sending it with the application to his classifica-
tion group. Only one such request will be ac-
cepted. The classifier having jurisdiction of the
class in which the application is assigned con-
siders the matter and writes his decision on
PTO-447. However, reconsideration may not
be requested by a forwarding group when an
application is returned by a classifier for
examination. ,

Full clerical procedures for transfering ap-
plications are set forth in section 1205 of tge
Manual of Clerical Procedure.

903.08(e) General Regulations Gov-
erning the Assignment of
Applieations for Examina-
tion [R-53] '

The fact should be borne in mind that the
following regulations are only general guides,
and exceptions frequently arise because of some
unusual condition. The fact should also be
kept in view that the patent classifiers as well
as the patent examiners are confronted with
an already existing classification, made up
of newly revised classes, those revised years
ago and which have somewhat outgrown their
definitions and limits, and still others made a
generation ago and never changed. Also, these
classes are based on different theories and
plans, some on art, some on structure, some on
functions, some on the material worked upon,
and some apparently, on no theory or plan at
all. The patent classifiers cannot change this
existing condition as each application comes
up for assignment but must seek to dovetail
the cases into the patchwork and try to get
the applications where they will be best han-
dled. To do this often violates the patent clas-

sifier’s views as to what constitutes a really

proper classification.

1. The assignment of applications follows, as
far as possible, the rules or principles govern-
ing the classification of patents.

2. The most comprehensive claim, that is the
claim to the most extensive combination, gov-
erns, and this is true whether there is only onc
such claim and a large number of other claims,
or whether the sets of claims are more evenly
divided. It is regarded as just as vital that one
complex claim be searched and adjudicated by
an examiner skilled in the art as that a grou
of such claims be so searched and adjudicated.

3. The claims and statement of invention are
generally taken as they read, since any attempt
of a patent classifier to go behind the record
and decide the case upon what is deemed the

.
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“real invention™ would, it is believed, introduce

more errors then such action would cure. The
patent classifiers: cannot - the specific
knowledge of the state of the art in all the
classes that the patent examiners collectively

ssess. Further, such questions are matters
of merit for the examiners to determine and
are often open to argument and are subject for
appeal.

4. The location of the United States patents
constituting the prior art is generally control-
ling over all else. (Note: Where time permits,
obvious misplacements of the patents constitut-
ing the prior art are corrected, but to straighten
all lines as the cases come up for assignment
would require the time of several men and
would often involve a reclassification of an
entire class.)

5. Ordinarily an application cannot be as-
signed to a class which includes one element or

art only of several claimed in combination.

he claim is treated in its entirety. The ques-
tion of aggregation is not reviewed by the pat-
ent classifiers.

6. The patent classifiers are authorized in
all cases, where they evaluate the facts as war-
ranting it, to assign applications for examina-
tion to the group best able to examine the same.
Since assignment for examination on this basis
will at times be contrary to classification of
patents containing the same character of
claims, the patent classifiers will indicate the
proper classification of the patent, if such claims
are allowed.

Thus in cases where there is a claim drawn to
hybrid or mixed subject matter and the super-
visory primary examiner in one discipline
feels that the application requires consideration
by, or may be best examined by, a group in one
of the other technical disciplines, chemical,
electrical, or mechanical, he may submit the ap-
plication to his patent classifier who may assign
the application on a “best examinable” basis, in
accordance with this subsection.

Some examples of applications which may be
thus submitted include:

(1) An application containing a hybrid
claim wherein, for instance, a product is defined
merely in terms of the process for producing it.
See §705.01(e) (1).

(2) Where an application properly assigned
to a mechanical or electrical class contains at
least one claim to mixed subject matter, a part
of which is chemical, the application may be
assigned to the appropriate chemical art unit
for examination; or where the application is
properly assigned to a mechanical class and a
claim therein contains clectrical subject matter,
the application may be assigned to the appro-
priate electrical art unit for examination.

154.1

903.08(e)

“As indicated earlier, when an application
which had been assigned for examination in ag-
cordance with this subsection ultimately is
allowed, it will be classified according to the con-
trolling claim. In effect, assignment for exami-
nation may be on a “best examinable” basis, but
the patent will issue and be classified according
to the rules of superiority in classification ; thus,
the search file will have a constant set of rules
governing placement of patents therein.

Where an application is being reassigned
from one examining discipline to another, under
the provisions of this subsection, the patent
classifiers are authorized to require the first
examiner to cite references pertinent to the
claimed features falling under the jurisdiction
of the art within his discipline. In those cases
wherein the application of the reference(s) is
not evident or clear, the first examiner should
include a brief statement explaining the rela-
tion and possible application of the reference(s)
to the claim(s) ; in case of dispute 4s to the ne-
cessify of this procedure, the patent classifier
has power to require the statement. '

7. When an application has been taken up
by an examiner for action and a requirement
to restrict is found necessary, a part of the
claims being directed to matter classifiable in
the group where the case is being examined, an
action requiring restriction should be made
without seeking a transfer of the case to another
group. The action of the applicant in response
to the requirement for restriction may result
in making a transfer of the application
unnecessary.

8. Ordinarily where ull the claims of an ap-
plication are for an article made of a specific
composition or alloy with no other characteris-
tic of the article recited, the application will be
assigned to the composition or alloy class.

9. A class of cases exists in which either no
art or a divided art is found and in which no
rule or principle is involved. (Such cases are
placed where, in the judgment of the patent
classifiers they will be best searched and adju-
dicated.) It is often impossible to so explain a
decision in this class of cases as to satisfy, or in
any way aid, the examiners interested. In-
deed, the reasons for or against sending such
cases one place or another may be so evenly bal-
anced that no reason of any value can be given.

10. An examiner seeking the transfer of a
case may make a search, both of his own class
and the class to which he thinks the case should
be transferred, and the examiner in charge of
the art unit should exhibit the result of such
search to the appropriate classification group.
This is the way the expert knowledge of the ex-
aminers involved is utilized.
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903.08(f) Patent Classifier’s Decision
[R—43] B

A clsssifier in a classification group decides
the question of the proper classification of the
application, and either (1) returns the applica-
tion to the group which submitted it if he denied
the transfer request, or (2) forwards the appli-
cation to the group to which it is transferred.
See also § 903.10.

903.08(g) Transfer to Another Ex-
amining Group After
Decision [R-43]

If the application is to remain in the group
which submitted it for classification, no further
procedure is necessary. If assigned to ancther
group. the classification group processes the case
as described in the Manual of Clerical Proce-
dures.

If the ease is one which had been taken up for
action by an examiner according to its effective
filing date, it should be treated as special by any
examiner, art unit, or group to which it is trans-
ferred. See § 708.01.

903.09 International Classification of
Patents for Inventions [R-
53]

In accordance with the Strasbourg Agree-
ment Concerning the International Patent Clas-
sification, the United States is required to in-
dicate on its issuing documents the classification
symbols of the International Patent Classifica-
tion 1974 (Second Edition), hereinafter re-
ferred to as “Int. C1.2".

The complete Int. ClL? symbols must be
placed in the indicated space on the Issue Clas-

~p gification Slip (form PTO-270) as revised 7/74

when an application or Defensive Publication
Document 1s issued.

Basic Ixrt. CL. 2 STRUCTURE

The Int. Cl2isarranged as follows:
Section
Subsection
Class
Suﬁcl;tss
ain-group
thgioup
This can be graphieally illustrated thus:

Section Class  Subelass

4
A618 1/02

!

Main-group  Subgroup

MANUAL OF PATENT EXAMINING PROCEDURE

Section—=Subsection :
The Int. Cl.2is divided into eight main sectio
designated by capital letters A through H, and
then, into subsections (without any designating

symbol) :
A. Human necessities:
Subsections: Agriculture
Foodstuffs and tobacco
Personal and domestic
articles
Health and amusement

B. Performing operations:
Subsections: Separating and mixing
Shaping
Printing
Transporting
C. Chemistry and metallurgy:
Subsections: Chemistry
Metallurgy

D. Textiles and paper:

Subsections: Textiles and flexible
materials not other-
wise provided for

Paper

E. Fixed constructions:
Subsections: Building
Mining
F. Mechanics, lighting, and heating:
Subsections: Engines and pumps
Engineering in general
Lighting and heating
Weapons; blasting
G. Physics:
Subsections: Instruments
Nucleonics
H. Electricity:
Subsection: Electricity

Class
Each section or subsection is divided into
classes which are designated by a two-digit
number following the section designation.
Example:

AO01—Agricidture; Forestry; Animal Fus-
bandry; Hunting; Trapping; Fish-
ing

Subelass (Corresponding to U.S. Class)

Each class is divided into subclasses which
are designated by a capital letter.

Example:

A01B—S0il working in agriculture or

forestry

Muoin-group (Corresponding to U.S. Mainline
Subelass)

Each subelass is divided into units referred
to as main-groups which are identified by a
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number to the left of a d’;jagongl slash and 00

to the right thereof.
Example: =~
- A01B 1/60 Hand tools

Subgroups {Corresponding to U.S. Indented
Subelasses)
Main-groups may be divided into subgroups
which are designated by 2 number (other than
00) to the right of the diagonal slash.

Example:
A01B 1/02. Spades; Shovels

Crasspyiveg 1IN THE INT. CL.2
SyereM

Patents should be classified as far as possible
as a whole and not by separate classification of
constituent parts. ,

A. Selecting subclasses (Corresponding to USs.

Class)

In the Int. CL* there often occurs:
1. A subclass providing for the inherent na-
ture or function of the invention, and

2. a subclass for its intended field of use.
Preference must be given to the intended field
of use unless the invention is clearly specially
adapted to a particular intrinsic function for
which a class exists. The classifier must decide
whether the invention is specially adapted to
one field of use, or whether it is applicable to
more than one particular field. It may, of course,
be desirable to ciassify the invention in both
places (intrinsic function and intended field of
use) ; especially when the choice of a single
place rests on the classifier’s opinion rather
than on fact.

B. Selecting Main-groups (Corresponding to
U.S. Mainline Subclasses)

There are no firm rules of hierarchy. Fre-
quently, there will be two or more main-groups
which seem equally relevant, requiring a choice
among them or classification in more than one
of them. Contrary to U.S. practice, in which the
more comprehensive subject matter appears
first in the schedule, in the Int. Cl.2, these in-
ventions may be found in the lower part of the
schedule.

C. Selecting Subgroups (Corresponding to U.S.
Indented Subclasses)

An invention should be clagsified in the lowest
(most indented) subgroup which is sufficiently
comprehensive to embrace all essential features
of the invention.

A detailed procedure for classifying a docu-
ment into the Int. CL* is set forth in Chapter
IV of the “Guide” to the Int, CL? which is lo-
cated in the front of Volume I,

154.8
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~ The Int. Cl.2 contains 51,436 subdivisions, an
increase of 8.8% over the previous edition. °

In order to distinguish classification betwean
the 1st Edition, hereinafter referred to as “Int,
CL”, and Int. CL2, all classification according to
Int. CL? can be identified by the notation “Int.
CL2"” preceding the international symbols.

The Int. Ci® symbols are distinguishable
from those of Int. CL in that the Int. Cl.2 sub-
class symbol will be designated by a capital let-
ter rather than a lower case letter.

Example:

(1st Edition) Int. Cl. A01b 1/02
(2nd Edition) Int. Clz A01B 1/02

U.S. Int. Cr.® Concornance, THirp EDITION

The Office of Patent Classification has pre-
pared a révised Concordance between the U.S.
classes and subclasses and the Int. CL2 In many
areas the two systems are conceptually different.
With this in mind, it will be seen that a com-
plete one-to-one correspondence between the two
systems cannot be attained. An indication in the
Concordance may refer to only one relevant
group, and not necessarily the only group in
which the patent can or should be classified. For
some inventions, the Concordance may not indi-
cate any truly relevant group. Accordingly, the
Concordance must be recognized as a guide to
be used in conjunction with the Int. CL% and
not as a translation list.

The third Edition of the Concordance incor-
porates some 20,000 changes over the previous
edition and includes all changes in the Int. C1?
and all changes in the U.S. Classification
through Classification Order 413, dated Decem-
ber 31, 1973.

The Concordance may be incomplete in some
areas and contain errors in other areas. There-
fore, if corrections need to be made in the Con-
cordance, members of the Examining Corps are
requested to report any suggested changes to
the appropriate group post classifier.

Tae Carcaworp INDEZ

A revised Catchword Index, dated May 1974,
has been prepared to correspond with the Int.

Cl.z.
Issvr Crassirication SLip

The blue Issue Classification Slip (form
PTO-270) has been revised (Rev. 7/74) to indi-
cate classification according to Int. CL.% and also
to permit o maximum of four diserete interna-
tional notations, )

An example of the revised blue Issue Sli
(PTO-270) is reproduced below with the fol-
lowing exemplary Int, CL* notations: A01B
1/02: BOTB 7/083; CO8F 110/04; and CO8F
267/00.
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CROSS REFERENCE

CLASS SUBC LASS

PATENT NUMBER

SERIAL HUMBER

ASSISTANT EXAMINER

B & WEE
CL&SS SUBCLASS

INTERNATIONAL CLASSIFICATION (INT. €L.2)
e e Ol LB [} ]o2
T R e 0|7|B 711083

PRIMARY EXAMINER

O|8|F I 4N-Yi

OO o >

0|8|F 267,100

FORM PTO-270
wgwv. 2/78)

ISSUE CLASSIFICATION SLIP

U.S. DEPARTMENT OF COMMERCE
PATENT AND TRADIMARK OFFICE

NOTE : The alpha characters appearing in the Int.
CL® notations must all be in capital letters. The prac-
tice of using a lowercase letter for the second occur-
ring alpha character, as used in the first Hdition, has
been discontinued.

SUMMARY

1. The appropriate symbols of Int. Cl.2 will
be placed on all issuing applications and Defen-
sive Publication documents.

2. Each person involved in placing Int. CL?
on issuing applications should be familiar with
pages 7 through 35 in the front of Volume 1 of
the Int. C1.? Manual.

3. As indicated above, the Int. Cl.?2 symbols
of the issuing application should be placed on
the blue Issue Classification Slip (form PTO-
270) in the space headed “Int. C1.27,

4. It is required that at least one Int. Cl.?
symbol, and not more than four (4) be placed
on each issuing af)plication. It is required that
the complete symbol be designated (e.g., AO1DB
1/02).

903.10 Duties of the Post Classifier
[R-32]

Post classifiers were established to improve
liaison between the classification groups and
the examining groups. Examiners should con-
tact their post classifier on all clagsification
problemns.

Rev, 54, July 1977

Each post classifier is assigned one examinin
group as his responsibility. He is charged wit
all classification duties relative to this one ex-
amining group, except for major reclassifica-
tion projects.

A post classifier is responsible for:

(1) The technical accuracy, adequacy and
completeness of all search systems in his group
including the monitoring of any need for major
and minor reclassification projects including
mechanized systems.

(2) The full range of classification adminis-
tration functions including the resolution of
classification disputes on pending applications,
guidance on classification matters to both ex-
aminers and the publie, which includes outlin-
ing fields of search and answering examiner’s
requests for advice as to the proper classifica-
tion of allowed applications.

{3} The inspection of issuing applications to
determine the accuracy and adequacy of orig-
inal and cross-reference classification by work-
ing closely with the supervisory primary exam-
iners and group directors to insure feedback to
correct problem areas.

(4) Determination of the training needs of
the personncl in his assigned group relative to
principles of classification and supplying this
training through formal and informal channels.

Generally, the post classifiers are to aid the
examiners in the use, maintenance, and perfec-
tion of the classification system.

154.4
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904 How to Searqh_; [R=53] e

The examiner, after having obtained a thor-
ough understanding of the invention disclosed
and claimed in the application, then searches
the prior art as disclosed in patents and other
printed documents. Any such document used in
the rejection of a claim is called a “reference.”

In all continuing applications, the parent ap-
plications should be reviewed by the examiner
for pertinent prior art. Where the cited prior
art of a parent application has been reviewed,
this fact should be made of record in accordance
with the procedure set forth at B.5. of § 717.05.

The first search should be such that the ex-
aminer need not ordinarily malke a second search
of the prior art, unless necessitated by amend-
ments to the claims by the applicant in the first
response, except to check to determine whether
any reference which would appear to be sub-
stantially more pertinent than the prior art cited
in the first Office action has become available
subsequent to the initial prior art search. It
should cover the invention as described and
claimed, including the inventive concepts
toward which the claims appear to be directed.
It should not be extended merely to add im-
material vaviants.

904.01 Analysis of Claims [R-36]

The breadth of the claims in the application
should always be carefully noted; that is, the
examiner should be fully aware of what the
claims do not call for, as well as what they do
require. There is always danger of reading
into the claim limitations imported from the
specification or drawing.

904.01(a) Variant Embodiments
Within Scope of Claim
[R-36]

Substantially every claim includes within its
breadth or scope of definition one or more vari-
ant embodiments not disclosed by applicant,
which would anticipate the terms of the defini-
tion. The claim must be so analyzed and
understood that any such variant encountered
during the search will be recognized and
selected.

In each type of subject matter capable of
such treatment (e.g., a machine or other ap-
paratus), the subject matter as defined by the
claim may be sketched in order to clearly
delineate the limitations of the claim. Two or
more sketches, each of which is as divergent
from the particular disclosure as i3 permitted
by claim recitation, will assist the examiner in
determining the claim’s actual breadth or scope.
However, an applicant will not be required to

23ttt o 1T 2 5
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904.01 (d)

subm.ib such:sketches of claim structure (In re
Application filed November 16, 1945, 1051
C.D.1;646 0.G.5). : -

904.01(b) Equivalents [R-24]

All subject matter that is the patentable
equivalent of the subject matter as defined in
the claim, even though specifically different
from the definition in the claim, must be
considered.

904.01(c) Analogous Arts [R-24]

Not only must the art be searched with which
the invention claimed is classifiable, but also all
analogous arts regardless of where classified.

The determination of when arts are analo-
gous is at times difficult. It depends upon the
necessary essential function or utility of the
subject matter covered by the claims, and not
upon what it is called. ,

For example, a tea mixer and a concrete
mixer are for the same art, namely, the mixing
art, this being the necessary function of each.
Similarly a brick cutting machine and a biscuit
cutting machine have the same necessary
function.

904.01(d) Outlining Field of Search
[R-53]

In outlining a field of search the examiner
should note every class and subelass that may
have material pertinent to the subject matter as
claimed. Every subelass and digest pertinent
to each type of invention claimed should be
listed, from the largest combination through
the various subcombinations to the most ele-
mentary part. The search should extend to all
probable areas relevant to the claimed subject
matter and should cover the disclosed features
which might reasonably be expected to be
claimed.

The following should be kept in mind: (a)
that a combination reference is necessary. to
reject a claim drawn to an old or exhausted
combination, (b) that a combination reference
is valuable as a basic reference where elements
thereof may be varied by substituting equiva-
lent elements of a secondary reference, (c¢) that
a convincing aid to a rejection on the ground
of old combination is the citation of references
showing the subcombinations to have been al-
ready recognized as having practical and more
general utility, (d) that combination claims
can be shown unpatentable by combining sepa-
rately classified subcombinational elements
where veasons can be given for holding ob-
viousness in forming the combination, and (e)
that in the rejection of a claim on the ground
of aggregation, the citation of references show-
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ing the individual utility of the elements may
better prove that the aggregative structure is
no more than the sum of the features shown by
the several elemental patents. _

An examiner, in each first action upon an ap-
plication, makes an_initialed endorsement in
mk in the space provided on the left-hand page
of the open file wrapper, stating the classes and
subclasses of domestic and foreign patents,
abstract collections and the publications in
which search for references was made and also
the date of the search. Note § 717.05.

In subsequent actions, if further search is
made, notation of the additional field covered
is also endorsed and initinled on the file

wrapper.

904.02 Conducting the Search [R-
53]

It is a prerequisite to a speedy and just de-
tenninatig)n ogqthe issues involvzad in ]the ex-
amination of an application that a careful and
comprehensive search, commensurate with the
limitations appearing in the most detailed
claims in the case, be made in preparing the first
action on the merits so that the second action on
the merits can be made final or the application
allowed with no further searching other than to
update the original search. It is normally not
enough that references be selected to meet only
the terms of the claims alone, especially if only
broad claims are presented: but the search
should, insofar as possible, also cover all sub-
ject matter which the examiner reasonably
anticipates might be incorporated into appli-
cant’s amendment. A complete search should
result if applicant included, at the time of filing,
claims varying from the broadest to which he
believes he is entitled to the most detailed that
he would be willing to accept.

It thus results that the examiner finds ref-
erences that, while not needed for treating the
claims before him, would be useful for fore-
stalling the possible presentation of claims to
other subject matter regarded by applicant as
his invention, and claimable with the subject
matter being currently claimed, but shown to
be old by these references.

In selecting the references to be cited the ex-
aminer should carefully compare the references
with one another and with the applicant’s dis-
closure to avoid the citation of an unnecessary
number. The examiner is not called upon to
but only the “best.” (37 CFR 1.106.) Multiply-
ing references, any one of which is as gom{) a8,
but no better than, the others, adds to the burden
no better than, the others, adds to the burden
and cost of prosecution, and should therefore
be avoided. However, if doubt exists as to
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the inclusion of & reference, it is better to err in
citing too much art rather than too little.

The best reference should always be the one
used.  Sometimes the best reference will have a
publication date less than a year prior to the
application filing date, hence it will be open to
being overcome under 37 CI'R 1.131. In these
cases, if a second reference exists which cannot
be so overcome and which, though inferior, is
an adequate basis for rejection, the claims
should be additionally rejected thereon.

In all references considered, including non-
patent, foreign patents and domestic patents,
the examiner should study the specification or
description sufficiently to-determine the full
value of the reference disclosure relative to the
claimed or claimable subject matter.

905 ‘Miscellaneous
905.01 Photocopy Orders [R-53]

Patents and/or applications received from
Germany, Federal Republic of, since Qctober 1,
1968 and from Japan, France and U.S.S.R. since
July 1, 1969 are not in numerical sequence. In-
asmuch as the Patent and Trademark Office
supplies orders for copies of these foreign docu-
ments from master microfilm reels made up on
weekly or other periodic publishing sequences,
all orders must include the country, patent or
application number, and the publication date
(if known) of the ordered document. Reference
should be made to § 901.05(a) to assist in deter-
mining the publication date of the commonly
encountered foreign patents and applications.

All orders for photocopies on PTO-250 orig-
inating in the examining groups must be au-
thorized by an examiner having full or partial
signatory authority in the box headed “PRI-
MARY EXAMINER (Signature)”. The
stamped name of the authorizing examiner will
be indication of authority for Reproduction
Section. Handwritten signatures should not
be used.

905.02 Soft Copy Orders [R—46]

Soft copies for the examiner’s personal use
which are not to be placed in the search file may
be ordered on Blue order form PTO-14A by
the examiner for his use. These orders are filled
by employces of Customer Services Division via
Documentation Processing Division.

Because of the cost of printing copies of
patents, economy should be exercised in their
uge. No soft copies should, however, be returned
to Customer gervices Division by examiners.

In view of the high cost of printing patents
with color drawings, orders by examiners for
plant patents and other patents with color draw-
ings will not normally be filled by the Customer
Services Division. Soft copies of patents with
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colored drawings may be obtained only for
cross-referencing purposes with the group di-

rector’s approval. The group director indicates

his approval by stamping and initialing form

~-PT(0-14B in the EXAMINER’S NOTES box.

e 1JPDATING OF CLASSIFICATION DaTi Frie

All patent copies in Official subclasses and
Digests have been recorded as of the summer of
1969. In order that each search file be complete
as to patent copies, it is necessary that each
patent copy subsequently added to the search
file be recorded.

The informal placement of cross references
as “Unofficial Patents” into the examiner’s
search files has been discontinued. All patent
copies now placed in the examiner’s search file

[ are official cross references. Requests for patent

L,

copies on pink order form PTO-14B having
classification information noted thereon will be
utilized by Documentation to generate and clas-
sify patent documents as added cross-references.
Documentation provides copies to the Public
Search Room and the examiner’s search files in
accordance with the classification notations on
form PTO-14B.

If an examiner desires a soft copy for use
other than for cross-referencing purposes, the
form PTO-14A is used. All soft copies ordered
on PTO-14A will be stamped in red in the
npper left hand corner of the front page of the
imrcnt. copy. “DO NOT PLACE IN SEARCH
CILES

Tf an examiner desires a soft copy for per-
sonal use and also wishes to add a cross refer-
ence to the search file. both blue PTO-14A and
pink PT0-14B must be used.

1. Procedure to order Soft Copy for Examiner
use only.
(Sample A)

["se BLUE form PTO-14A. 3Mark the num-
ber of soft copies desired in the box marked
“NO. OF COPIES” and also complete the
“PATENT NTMBER”, “GR. ART UNIT?,
“DATE OF ORDER”, and “EXAMINER’S
NAME?” boxes.

2. Procedure to add cross rveferences only.
(Sample B)

Use PINK form PTO-1415 mark “TOTAL
COPIES” hox with Two (2) times the number
of eclassifieations listed in boxes numbered 1
through 5 on PTO-148 so that the number of
copies provided will be sullicient to fill the re-
quirement for Public Search Room eopies also.
Also complete “PATENT NUMBER™, “EX-
AMINER S NAME”, “DATE OF ORDER”
and “CLASS SUBCLASS/DIGEST™ Boxes.

- SAMPLE "A" (Blue form) Wm'

A PATENT ORDER FOR EXAMINER'S USE ONLY

USE & SEPARATE ORDER FORM FOR EACH PATENT NUMBER
MO. OF CORIES

V72 248 698

EYLMER'S NDTES

JE2 |o-15-78

EXAMINER'S HAME

HENRY GREEN

Us coMM-DC

NETETRENIT

FTO=14A 'REW. 8=Tb|

RS SRR AR KRR LY LR L NI LR R S R B L D AT Y i TR ey

SAMPLE “"B" (Pink form)

23 EXAMINER'S ORDER
CROSS REFERENCES FOR SEARCH FILES

USE A SEPARATE ORDER FORM FOR EACH PATENT NUMBER
TOTAL COPIES

4 FEaaT o maBE W

EXAMINER: Drder tao copics of

,, 234, 5‘ 7 f;iihsi,':::mmm below 11
G BTT VT DATELUF ORDER ONLY ONE CLASSIFICATION PER LINE
Z‘fi 40 = /5' 7; CLASS SUBCLASS/DIGEST

Eeie Roszrrs |45 122

] - 18 | 2

é ExAMIMER 5 NOVES nm /a

-

2

Us COrga-0C

R

‘g

For the procedure to be used for ordering
soft copies to replace missing hard copies see
§ 901.09.

To expedite the handling of soft-copy orders
requested by Patent and Trademark Office per-
sonnel, and thereby insure the quickest response,
the following routing procedures should be
adhered to:

(1) Use the appropriate PTO-14A or PTO-
14B form. PTO-14A for soft copies for the per-
sonal use of the examiner and other Office per-
sonnel. PTO-14B used to add Cross References
to the search file only.

(2) Use designated collection drops within
each group.

(3) Group clerical personnel shonld hand
carry or mail the PTQO-14A and PTO-14B
forms at least daily. to the Classifier Support
Seetion. room CP2-7D12 or drop them in the
Documentation soft copy order box provided at
the reference order window in room CP2-1A03,
This box is emptied at least three times daily.

(-4) Documentation Classifier Support. Sec-
tion will stamp the day number of receipt. of
PEO-141 orders and record total orders each

dav and forward to Customer Services Division, ]

I
The attorneys’ drop slot at the Customer
Services Division window should not be used
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“ por should the forms be mailed to Customer
Bervices Division as consequent rerouting te
—+Docamentation Classifier Support Section for
processing will result in unnecessary delay.

905.03 Orders for Palc\nijed__aﬁd Aban-
doned Files [R-22]

Im the examination of an application if is
somnetimes necessary to inspect the application
papers of some previously abandoned applies-
tion or granted patent. This is always true in
the ease of a reissue application. ,

Patented and abandoned files may be ob-
tained in the Record Room and Abandoned
File Unit respectively, by filing out Charge
Form (PO-125), and leaving this form with
the elerk in charge. The file should be promptly
returned when the examiner has finished: with
it. Where a patented file is needed for the pur-

: of reissue or interference, this information
should be given to the Record Room upon ob-
taining the file, and as soon as these matters have
been disposed of, the file should be returned to
the Becord Roont. - o

When an interference is declared between a

atent and an application and the interference
is forwarded to the Board of Patent Interfer-
ences, the clerk in charge of the Record Room
should be informed in order that the charge
may be changed and the location of the file
known at all times.

Esxzaminers may expedite service in obtaining
abandoned files and patented files by ordering
thers by telephone.

When ordering a patented file from the Rec-
ord Room, the name of the person ordering the
file should appear on the Form PO-125. 1t is
important that the Patent Number be stated
rather than the Serial Number of the applica-
tion which matured into the patent. An exam-
iner ordering a patented file should also place
his art unit number on the form. If the nota-
tion “HOLD” is marked on the Form PO-125
the case will be held at the Record Room and in
the abzence of such notation it will be sent to
the art unit indicated. If ordered by phone,
the exarminer may appear at the Record Room
to complete the Form PO-125 and to pick up
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the file or he may request the delivery of the file
by regular Office Messenger Service. If:the need
for the file is not urgent, examiner time may be
savéd by sending a Form PO-125, completed in
the manner indicated above; to the Record Room
by regular Office Messenger Service. The file
will be delivered by the same Messenger Serv-
ice to the art unit indicated on the form or it
will be held at the Record Room only if so re-
quested'on the form. - v e

Customer Services Division has charge of the
drawings in patented cases. Canceled sheets,
however, are not retained: with the patented
drawings but are filed with the “Abandoned
Filesand Drawings.” R

 Patents

When the examiners’ copiés of patents are
sent to their respective art units to be filed,
they should be routed across the appropriate
examiners’ desks prior to placement in ‘the
shoes. The assistant examiners who examined
the application should mark in ink on the face
of the drawings, or the specifications where
there are no drawings, such features as may be
deemed advantageous in aiding understanding
of the patents in future searches.

905.05

905.04 Marking Examiners’ Copies of

Charge for Pending Applica-
tion Files [R-22]

Whenever an application file is temporarily
removed from the group or division having
jurisdiction thereof Charge Form PO-125
must be completed, and left with the clerk in
charge. Such pending applications should also
be “palmed in” by the group or division borrow-
ing the pending application so that accurate
records may be maintained as to the location
of such applications.

Whenever a file is removed from the group
application file rack for use by an examiner
assigned to that group, but not having jurisdic-
tion of that file, cardboard Form OF-25 should
be inserted in place of the borrowed file.

Al files should be returned promptly to their
proper location.
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