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LAWS NOT IN TITLE 35, UNITED STATES CODE

18 U.SC. 1008 Suiements or entries gonsrally.
18U.8.C. 2071 Concealmen, removal, or mutilation generally.
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PART I - PATENT AND TRADEMARK

OFFICE
CHAPTER 1 - ESTABLISHMENT, OFFICERS,
FUNCTIONS
Sec.
1 Establishment.
2 Sesl.

3 Officers and employees.

4 Restrictions on officers end employese as (o interest in patents.
. § [Repedled.]

6 Duties of Commissioner.

7 Boerd of Patant Appesls and Intesferencss.

& Library.

9 Clessification of patents.

10 Certified copies of records.

11 Publicetions.

12 Exchange of copies of pateats with foreign countries.

13 Copiss of pateats for public libeeries.

14 Annual report to Congress.

‘3§ US.C.1 Establishment.

The Patent and Trademark Office shall continue as an office
in the Deparument of Comumerce, where records, books, draw-
ings, specifications, and other papers and things pertaining (o
paients and to trademark registrations shall be kept and pre-
served, except as otheswise provided by law.,

(Amended Jan. 2, 1975, Public Law 93-596, gec. 1, 8€ Stat. 1949.)

35US.C.2 Seal.

The Patent and Trademeask Office shall have a seal with
which letters patent, cestificates of trade-mark registrations, and
papers issued from the Office shall be authenticated.

(Amended Jen. 2, 1975, Public Law 93-596, eec. 1, 88 Stat. 1949.)

35U.S.C. 3 Officers and employees.

(a) There shall be in the Patent and Trademark Office a
-Commissioner of Patents and Trademarks, a Deputy Commis-
sioner, two Assistant Commissioners and examiners-in-chief
appointed under section 7 of this title. The Deputy Commis-
sioner, oz, in the event of a vacancy in that office, the Assistant
Commissioner senior in date of appointment, shall fill the office
of Commissioner during a vacancy in that office until the
Commissioner is appointed and takes office. The Commis-
sioner of Patents and Trademarks, the Deputy Commissioner,
and the Assistant Commissioners shall be appointed by the
President, by and with the advice and consent of the Senate, The
Secretary of Commerce, upon the nomination of the Commis-
siomer, in accordance with law shall appoint all other officers
and employees.

(b) The Secretary of Commerce may vest in himself the
functions of the Patent and Trademark Office and its officers
and employees specified in this dtle and may from time to time
authorize their performance by any other officer or employee.

(¢) The Secretary of Commerce is authorized to fix the per
annum rate of basic compensation of each examiner-in-chief in
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the Patent and Trademask Offfice a2 not in excess of the maxi-
mum scheduled rate provided for positions in grade 17 of te
MWM@CMMMA&&I&@ asamended.
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sation at the rate prescribed by law for Assistant Secretaries of
Commezce.

(¢) The members of the Trademark Trial and Appeal Board
of the Patent and Trademark Office shall each be paid ot a rate
not to exceed the maximum rate of basic pay payable for GS-16
of the General Schedule under section 5332 of tide S.

(Subsection (c) emended Sept. 6, 1958, Public Law 85-933, sec. 1,
72 Stat. 1793; Sept. 23, 1939, Public Law 85-370, sec. 1(a), 73 Stat.
650; Aug. 14, 1964, Public Law 88-426, sac. 305(26), 76 Stat. 625; Jun.
2, 1978, Public Lew 93-596, sec. 1, 88 Stat. 1949; Jan. 2, 1978, Public
Law 93-601, sec. 1, 88 Stat. 1956; Aug. 27, 1982, Public Law 97-247,
sec. 4, 96 Stat. 319.)

(Subsection (d) added Oct. 25, 1982, Public Law 97-366, 96 Stat.
1760.)

(Subsaction (6) edded Nov. 8, 1984, Public Law 98-622, sec. 408,
08 Stat. 3392.)

3§U.S.C. ¢ Restrictions on officers and employees
as to interest in patents.

Officers and employees of the Patent and Trademark Office
ghall be incapable, during the period of their appointments and
for one year thereafier, of applying for a patent and of acquiring,
directly or indirectly, except by inheritance or bequest, any
patent or any right or interest in any patent, issued or tobe issued
by the Office. In patents applied for thereafier they shall not be
eatitled to eny priority date earlier than one year after the
termination of their appointment,

(Amended Jan. 2, 1975, Public Law 93-396, sec. 1, 88 Stat. 1949.)

35US.C. § [Repealed]

(June 6, 1972, Public Law 92310, Tite O, sec. 208(e), 86 Stat,
203.)

35 U.S.C. 6 Dutles of Conunissioner.

(a) The Commissioner, under the direction of the Secretary
of Commerce, shall superintend or perform all duties required
by law respecting the granting and issuing of patents and the
registration of wademarks; shall have the authority to carry on
studies, programs o¢ exchanges of items or services regarding
domestic and international patent and trademark law # %
administration of the Patent and Trademark Office ipcluding
programs orecognize, identify, assess and forecast the technol-
ogy of patented inventions and theilr utility to industey; 1nd shall
have charge of propesty beloaging (o the Patent and Trs demark
Office. He may, subject to the approval of the Secretary of
Commesce, establish regulations, not inconsistent with law, for
the conduct of proceedings in the Patent and Trademark Office.

(b) The Commissioner, under the direction of the Secretasy
of Commerce, may, in coordination with the Department of
State, carry ob programs end studies cooperatively with foreign
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patent offices and intemational inMergovernmental organiza-
tions, of may authorize such programs and studies to be carried
on, in connection with the performance of duties stated in
subsection (a) of this section.

(c) The Commissioner, under the direction of the Secretary
of Commerce, may, with the concurrence of the Secretary of
State, transfer funds appropriated to the Patent and Trademark
Office, not to exceed $100,000 in any year, 0 the Department
of State for the purpose of making special payments to intema-
tional intezgovernmental ocganizations for studies and peo-
grams for advancing international cooperation conceming pat-
ents, trademarks, end related matters. These special payments
may be in addition to eny other payments of contributions 1o the
international organization and shall not be subject to any limi-
tations imposed by law on the amounts of such other payments
or contributions by the Government of the United States.

( Subsection (c) amended Oct. 5, 1971, Public Law 92-132, 85 Stat.
364; Jen. 2, 1978, Public Law 93-596, sec. 1, 88 Stat. 1949; Aug. 27,
1982, Public Law 97-247, sec. 13, 96 Stat. 321.)

(Subsaction (d) repealed Aug. 27, 1982, Public Law 97-247, sec.
7,96 Stat. 320.)

(Subsection (e) amended Dec. 10, 1991, Public Law 102-204, sec
8, 108 Stat. 1641.)

35U.S.C.7 Board of Patent Apperls and
Interferences.

(a) The examiners-in-chief shall be persons of competent
legal knowledge and scientfic ability, who shall be appointed to
the competitive service. The Commissioner, the Deputy
Commissioner, the Assistant Commissioners, and the examin-
ers-in-chief shall constituie the Board of Pateat Appeals and
Interferences.

(b) The Board of Patent Appeals and Interferences shall, on
writien appeal of en applicant, review adverse decisions of
examiners upon applications for patents and shall determine
priority and patentability of invention in interfesences declared
under section 135(a) of this title. Each appeal and interference
shall be heard by at least three members of the Board of Patent
Appeals and Interferences, who shall be designated by the
Commissioner. Only the Board of Patent Appeals and Interfer-
ences has the authority to grant rebearings.

(c) Whenever the Commissioner considers it necessary, in
order to keep cusrent the work of the Board of Patent Appeals
and Interferences, the Commissioner may designate any patent
examiner of the primary examiner grade or higher, having the
requisite ability, to sesve as examines-in-chief for periods not
exceeding six months each. An examiner so designated shall be
qualified to act as amember of the Board of Patent Appeals and
Interfesences. Not more than one of the members of the Board
of Patent Appeals and Interferences hearing an appeal or deter-
mining an interference may be an examiner so designated, The
Secretasy of Commesce is authorized to fix the pay of each
designated examiner-in-chief in the Patent and Trademark
Office at not to exceed the maximum rate of basic pay payable
for grade GS<16 of the General Schedule under section 5332 of
title 5. The rate of basic pay of each individual designated
examiuer-in-chief shall be adjusted, at the close of the period for
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which that individual was designated © act exsmines-in-chief,
to the rate of basic pay that individual would bave been receiv-
ing at the close of such period if such designation bad not been
made,

(Ameaded Nov. 8, 1984, Public Law 98-622, sec. 201(a), 98 Stat.
3386.)

35US.C.8 Library.
The Commissioner shall meintain a libeary of scientific and

other works and periodicals, both foreign and domestic, in the
Patentand Trademark Office tw aid the officers in the discharge
of their duties.

(Amended Jun. 2, 1975, Public Law 93-396, sec. 1, 88 Stat. 1949.)

35US.C.9 Classification of patents.

The Commissioner may revise and maintain the classifica-
tion by subject matter of United States letters patent, and such
other patents and printed publications as may be necessary or
precticable, for the purpose of determining with readiness and
accuracy the novelty of inventions for which applications for
patent are filed.

38 U.S.C. 10 Certified coples of records.

The Commissioner may furnish certified copies of specifi-
cations end drawings of patents issued by the Patent and
Trademark Office, and of other records available either to the
public or to the person applying therefore.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 US.C. 11 Publications.

(a) The Commissioner may print, or cause to be printed, the
following:

1. Patents, including specifications and drawings, together
with copies of the same. The Patent and Trademark Office may
print the beadings of the drawings for patents for the purpose of
photolithography.

2. Certificates of rade-mark registrations, including state-
ments and drawings, together with copies of the same.

3. The Official Gazetie of the United States Patent and
Trademark Office.

4. Annual indexes of patents end patentees, and of trade-
marks and registrants.

5. Annual volumes of decisions in patent and trade-mark
cases,

6. Pamphiet coples of the patent laws and rules of practice,
laws and rules relating to trade-marks, and circulass or ther
publications relating wo the business of the Office.

(b) The Commissioner may exchange any of the publice-
tions specified in items 3, 4, 5, and 6 of subsection (a) of this
section for publications desirable for the use of the Patent and
Trademark Office,

(Amended Jen., 2, 1978, Public Law 93-596, sec. 1, 88 Stat. 1949.)
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35U.8.C. 12 Exchange of coples of patents with foreign
countries.

The Commissioner may exchange copies of specifications
and drawings of United Stases patents for those of foreign
countries,

35US.C. 13 Coples of patents for public ibraries.

The Commissioner may supply printed copies of specifice-
tions and drawings of patents (o public libearies in the United
States which shall maintain such copies for the use of the public,
at the rate for each year's issue established for this puspose in
section 41(d) of this tite.

(Amended Aug. 27, 1982, Public Law 97-247,
321.)

gec. 18, 96 Stat.

3SUSLC. 14 Annusl report to Congress.

The Commissioner shall repoet (0 Congress annuvally the
moneys received and expended, statistics concerning the work
_ ofthe Office, and other information relating to the Office as may
be useful to the Congress or the public.

CHAPTER 2 - PROCEEDINGS IN THE PATENT AND
TRADEMARK OFFICE
Sec.
21 Filing date and day for taking sction.
22 Printing of pepers filed.
23 Testimony in Patent and Tredemask Offics cases.
24 Subposnus, wilneesss.
25 Declarstion in lieu of osth.
26 Effect of defective execution.

35U.8.C. 21 Filing date and day for taking actica.

(&) The Commissioner may by rule prescribe that any paper
or fee required (o be filed in the Patent end Trademark Office
will be considered filed in the Office on the date on which it was
deposited with the United States Postal Service or would have
been deposited with the United States Postal Service but for
postal service interruptions or emergencies designated by the
Commissiones.

(b) When the day, or the last day, for taking any action or
paying any fee in the United States Patent and Trademark Office
falls on Saturday, Sunday, or a federal holiday within the
District of Columbia, the action may be taken, or fee paid, on the
next succeeding secular or business day.

(Amended Jen. 2, 1978, Public Law 93-596, sec. 1, 88 Stat. 1949;
Aug. 27, 1982, Public Lew 97-247, sec. 12, 96 Stat. 321.)

35U.8.C. 22 Printing of papers filed.
The Commissioner may require papers filed in the Patent
and Trademark Office to be printed or typewritien,

(Amended Jn, 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

36 US.C. 23 Testimony in Patent and Trademark
Office cases
Tts Commissioner may establish rules for taking affidavits
and depositions required in cases in the Patent and Trademark

Office. Any officer authorized by law to take depositic
WMMMMMUWSMGM‘MSWMM

resides, may take such affidavits and depositions.
(Anmhdlu 2, 1978, Public Law 93-596, sec. 1, 88 Sis2. 194D.)

38US.C. 24 Subpoenas, witnesses

The clerk of any Unilted States coust for the district wherein
testimony is 1o be taken for use in any contested case in the
Parvat and Trademark Office, shall, upon the application of sy
party thereto, issue a subpoena for any withess residing or being
within such district, commanding him 0 appear and testify
before an officer in such district authorized to take depositions
and sffidavits, a2 the time snd place stated in the subpoena. The
provisions of the Federal Rules of Civil Procedure relating tothe
aitendance of withesses and to the production of documents and
things shall apply o contested cases in the Patent and Trade-
mark Office '

Every witness subpoenaed and in attendance shall be al-
lowed the fees and traveling expenses allowed o witnesses
sitending the United States district courts.

A judge of a court whose clerk issued a subpoena may
enforce obedience to the process or punish disobedience as in
other like cases, on proof that & witness, served with such
subpoena, neglected or refused w appear or o (estify, No
witmess shall be deemed guilty of contemp for disobeying such
subpoena uniess his fees and traveling expenses in going o, and
returning from, and one day's attendance at the place of exami-
nation, are paid or tendered him at the dme of the sesvice of the
subpoens; nor for refusing to disclose any secret matter except

upon appropriste order of the court which issued the subpoena.
(Amended Jen. 2, 1975, Public Law 93-596, see. 1, 88 Stat. 1949.)

38U.S.C. 25 Declaration in Heu of cath.

(8) The Commissioner may by rule prescribe that any
document to be filed in the Patent and Trademark Office and
which is required by any law, rule, or other regulation to be
under oath may be subscribed to by 8 written declasation in such
form as the Commissioner may prescribe, such declasation tobe
in lieu of the cath otheswise required.

(b) Whenever such written declaration is used, the document
must warn the declarant thas willful false statements and the like

are punishable by fine or imprisonment, or both (18 U.S.C.
1001).

(Added Mar. 26, 1964, Public Law §8-292, sec. 1, 78 Stat. 1.71;
emended Jan, 2, 1975, Public Law 93-396, sec. 1, 88 Stat. 1949.)

35 0.8.C. 26 Ellect of defective execution.

Any document 10 be filed in the Patent end Tradenmack
Office and which isrequired by any law, rule, ocothesregulation
to be executed in o specified manner may be peovisionally
accepied by the Commissioner despliz a defectve execution,
provided a propesly executed document is submitied within
such tme as may be prescribed.

(Added Mez, 26, 1964, Public Lew 88-292, sec. 1, 78 Stat. 171;
emended Jen. 2, 1979, Public Law 93-596, sec. 1, 88 Swt. 1943.)
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CHAPTER 3 - PRACTICE BEFORE PATENT AND
TRADEMARK OFFICE
Sec.
31 Reguletions for agents end atiorneys.
32 Suspension or exclusion from practice.
33 Unautherized representation ss practitioner.

3§ U.S.C. 31 Regulations for agents and altorneys.

The Commissiones, subject (o the approval of the Secretacy
of Commerce, may prescribe regulations governing the recog-
nition and conduct of agents, attomeys, or other persons repre-
senting applicants or other pasties before the Patent and Trade-
mark Office, and may require them, before being recognized as
representatives of applicants or other persoas, 10 show that they
are of good moral character and reputation end are possessed of
the necessery qualifications to render to applicants or other
pessons, valuable service, advice, and assistance in the presen-
tation or prosecution of their applications or other business
before the Office.

(Amended Jen. 2

3§ U.S.C. 32 Suspension or exclusion from practice.

The Commissioner may, afier notice and opportunity for a
kearing, suspend or exclude, either generally or in any pasticular
case, from further practice before the Patent and Trademark
Office, any person, agent, or attorney shown o be incompetent
or disreputable, or guilty of gross misconduct, or who does not
comply with the regulations established under section 31 of this
title, or who shall, by woed, circular. letter, or advestising, with
intent to defrand in any mannes, deceive, mislead, or threaten
any applicant or prospective applicant, or other person having
immediate or prospective business before the Office. The rea-
sons for any such suspension or exclusion shall be duly re-
corded. The United States District Court for the District of
Columbia, under such conditions and upon such proceedings as
itby its rules determines, may review the action of the Comanis-
sioner upon the petition of the person go refused recognition or
so suspended or excluded.

, 1978, Public Law 03-596, sec. 1, 88 Stat. 1949.)

(Amended Jen. 2, 1978, Public Law 93-596, sec. 1, 88 Stat.1949.)

36 U.S.C. 33 Unauthorized representation ss
practitioner.

Whoever, not being recognized to practice before the Patent
and Trademark Office, bolds himself out or permits himself to
be held out as so recognized, or as belng qualified 1o prepare or
prosecute applications foe patent, shall be fined not more than
$1,000 for each offense.

(Amended Jen. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

CHAPTER 4 - PATENT FEES; FUNDING;
SEARCH SYSTEMS
Sec.
41 Petent fees; patont and trademaesk search systoms.
42 Pewnt and Trademask Office fuading,
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36 US.C. 41 Patent foes; patent snd trademark ssarch

(l)(A)OnMMlppm&:rmm;M
except in design or plant cases, $500 [$710).

(B) In addition, on filing or on presentation at any other
time, $52 [$74] for each claim in independent form which is in
excess of 3, $14 [$§22] for each claim (whether independent or
dependent) which is in excess of 20, and $160 [$230] for cach
application containing & multiple dependent claim.

(2) For issuing each original or reissue patent, except in
design oc plant cases, $820 [$1,170).

(3) In design and plant cases:

(A) on filing each design application, $200 [$290];
(B) on filing each plant application, $330 [$480];
(C) on issuing each design patent, $290 ($410); and
(D) on issuing each plant patent, $410 [$590].

(4X(A) On filing each application for the reissue of a patent,
$500 [$710).

(B) In addition, on filing or on presentation &t any other
time, $52 [$74) for each clsim in independent form which is in
excess of the number of independent claims of the originsl
patent, and $14 [$22] for each claim (whether independent or
dependent) which is in excess of 20 end also in excess of the
number of claims of the original patent.

(5) On filing each disclaimer, $78 ($110].

(6X(A) On filing an eppeal from the examiner (o the Board
of Patent Appeals and Intesferences, $190 [$270).

(B) Inaddidon, on filing a beief in support of the appeal,
$190 [$270), and on requesting an ofal hearing in the appeal
before the Board of Patent Appeals and Intesferences, $160
[$230).

(7) On filing each petition for the revival of an unintention-
ally abandoned application for a patent o¢ for the unintentionally
delayed payment of the fee for issuing each patent, $820
[$1,170), unless the petition is filed under sections 133 or 151
of this tie, in which case the fee shall be $78 [$110).

(8) For petitions for 1-month extensions of tme ¢ ke
actions required by the Commissioner in an :

(A) on filing a first petition, $78 [$110];
(B) on filing & second petition, $172 [$360); snd
(C) on filing a third or subsequent petition, $340 [$840).

(9) Basic national fee for an international application whese
the Patent and Trademark Office was the International Prelimi-
nary Examining Authority and the International Searching
Authority, $450 [$640).

(10) Basic national fee for an intemational applicaticn
where the Patent end Trademark Office was the Internaticasl
Searching Aurthority but not the Internationsl Preliminary
Examining Autbority, $500 [$710].

(11) Basic national fee for en international spplication
where the Patent and Trademask Office was neither the Interna-
tiona) Searching Authority noe the International Preliminary
Examining Austhority, $670 [$950].

(12) Basic nationsl fee for an internationsl application
where the international preliminery examination has been paid
0 the Patent end Tredemark Office, sad the internstional
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preliminary examination report states that the provisions of
Article 33(2), (3), and (4) of the Patent Cooperation Treaty have
been satisfied for all claims in the application entering the
national stage, $66 [$90].

(13) For filing or later presentation of each independent
claim in the national stage of an international application in
excess of 3, $52 ($74].

(14) Foe filing or later presentation of each claim (whether
independent or dependent) in anational stage of an international
application in excess of 20, $14 [$22).

(15) For each national stage of an international application

" containing a multiple dependent claim, $160 [230].

For the purpose of computing fees, a multiple dependent
claim as refesved o in section 112 of this title or any claim
depending therefrom shall be considered as separate depeadent
claims in accordance with the number of claims to which
reference is made. Ervors in payment of the additional fees may
be rectified in accordance with regulations of the Commis-
sioner.

(b) The Commissioner shall charge the following fees for

- maintaining in fosce all patents based on applications filed on or
after December 12, 1980:

(1) 3 years and 6 months after grant, $650 [$930).

(2) 7 years and 6 months after grant, $1,310 [$1,870).

(3) 11 years and 6 months after grant, $1,980 [$2,820).

Unless payment of the applicable maintenance fee is re-
ceived in the Patent and Trademark Office on or before the date
the fee is due or within a grace period of six months thereafter,
the patent will expire as of the end of such grace period. The
Commissioner may require the payment of a surcharge s a
condition of accepting within such six-month grace period the
late payment of the applicable maintenance fee. No fee will be
established for maintaining o design or plant patent in force.

(cX(1) The Commissioner may accept the payment of any
maintenance fee required by subsection (b) of this section which
is made within twenty-four months afier the six-month grace
period if the delay is shown to the satisfaction of the Commis-
sioner o have been unintentional, or at any time after the six-
-month grace period if the delay is shown to the satisfactionof the
Commissioner to have been unavoidable. The Commissioner
may require the payment of a surcharge as a condition of
accepling payment of any maintenance fee after the six-moath
grace period. If the Commissioner accepis payment of a main-
tenance fee afier the six-month grace period, the patent shall be
considered as not baving expired at the end of the grace period.

(2) No patent, the term of which has been maintained as a
resultof the acceptance of a payment of a maintenance fee under
this subsection, shall abridge or affect the right of any person or
his successors inbusiness whomade, purchased or used afier the
six-month grace period but prior to the acceptance of a mainte-
nance fee under this subsection anything protected by the
patent, to continue the use of, or to sell (o others to be used or
sold, the specific thing so made, purchased, or used. The court
before which such mader is in question may provide for the
continued manufacture, use or sale of the thing made, pur-
chased, or used as specified, or for the manufacture, use of sale
of which substantial prepasation was made after the six-month
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grace period but before the acceplance of a maintenance fee

under this subsection, and it may also provide for the continued
peactice of any process, practiced, oe for the practice of which
substantial preparation was made, after the six-month grace
period but prioe to the acceptance of 2 maintenance fee under
this subsection, to the extent and under such terms as the coust
deems equitable for the protection of investments made or
business commenced afier the six-month grace period but
before the acceplance of a maintenance fee under the subsec-
tion.
(d) The Commissioner shall establish fees for all other
processing, services, or materials relating to patents not speci-
fied in this section t0 recover the estimated average cost to the
Office of such processing, segvices, or materials, except that the
Commissioner shall charge the following fees for the following
services: )
(1) For recording a document affecting title, $40, per
property.

(2) For each photocopy, $.25.

(3) For each black and white copy of a patent, $3.

The yearly fee for providing a library specifiedin section 13
of this title with uncertified printed copies of the specifications
and drawings for all patents issued in that year will be $50.

(e) The Commissionermay waive the payment of any fee for
any service or material related o patents in connection with an
occasional or incidental request made by a department or
agency of the Government, or any officer thereof. The Commis-
sioner may provide any applicant issued a notice under section
132 of this title with a copy of the specifications and drawings
for all patents referred to in that notice without charge.

(f) The fees established in subsections (a) and (b) of this
section may be adjusted by the Commissioner on October 1,
1992, and every year thereafier, to reflect any fluctuations
occurring during the previous 12 months in the Consumer Price
Index, as determined by the Secretary of Labor. Changes of less
than 1 per centumn may be ignored.

(g) No fee established by the Commissioner under this
section shall take effect until at least 30 days after notice of the
fee bas been published in the Federal Register and in the Official
Gazetie of the Patent and Trademark Office.

Note: Fees established by the Commissioner of Patents and
Trademarks under section 41(d) of title 35, United States Code, .
during fiscal year 1992 may take effect on or efter 1 day after
such fees are published in the Federal Register. Section41(g) of
title 35, United States Code, and section 553 of title 5, United
States Code, shall not apply o the establishment of such fees
during fiscal year 1992,

(b)(1) Fees charged under subsection (a) or (b) shall be
reduced by S0 percent with respect to their application to any
small business concern as defined under section 3 of the Small
Business Act, and to any independent inventor or nonprofit
organization as defined in regulations issued by the Commis-
sioner of Patents and Trademarks.

(2) With respect to its application 1 any entity described in
paragraph (1), any surcharge or fee charged under subsection (¢)
or (d) shall not be higher than the surcharge or fee required of
any other entity under the same or substantially similas circum-
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stances.

(iX1) The Commissioner shall maintain, for use by the
public, paper or microform collections of United States patents,
foreign patent documents, and United States trademark registra-
tions arranged to pesmit search for and retrieval of information.
The Commissioner may not impose fees directly for the use of
such collections, of for the use of the public patent or rademark
search rooms or libearies.

(2) The Commissioner shall provide for the full deploy-
ment of the automated search systems of the Patent and Trade-
mark Office so that such sysiems are available for use by the
public, and shall assure full access by the public to, and dissemi-
nation of, patent and trademark information, using a variety of
automated methods, inciuding electronic bulletin boards and
remote access by users to mass storage and retrieval systems.

(3) The Commissioner may establish reasonabie fees for
access by the public to the automated search systems of the
Patent and Trademark Office. If such fees are established, a
limited amount of free access shall be made available to users of
the systems for pusposes of education and training. The Com-
missioner may waive the payment by an individual of fees
authorized by this subsection upon a showing of need or
bardship, and if such a waiver is in the public interest.

(4) The Commissioner shall submit to the Congress an
annual report on the automated search systems of the Patent and
Trademark Office and the access by the public to such systems.
The Commissioner shall provide an opportunity for the submis-
sion of comments by interested persoas on each such report.

(Subsection (2)(6) emended Nov. 8, 1984, Public Law 98-622, sec.
204(n), 98 Stat. 3368.)

(Subsection (g) amended Dec. 12, 1980, Public Law 96-517, sec.
2, 94 Stat. 3017, Aug. 27, 1982, Public Law 97-247, cec. 3, 96 Stat.
317)

(Subsection (b) added Nov. 6, 1986, Public Law 99-607, sec.
1(6X2).)

(Subsections (e), (b), (d), {f) énd (g) emended Dec. 10, 1991, Public
Law 102-204, gec. S, 105 Stat. 1637.)

(Subsections (a}(9) - (15) and (i) added Dec. 10, 1991, Public Law
102-204, sec. §, 105 Stat. 1637.)

(Subsection (c)1) amended Oct. 23, 1992, Public Law 102-444.)

(® Ed. Note: The smounts in brackets sre the new
fees that went into effect on October 1, 1992 pursuant
to the Patent and Trademark Office Authorization
Act of 1991, Public Law 162.204, sec. §)

I5US.C. 42 Patent and Trademark Office funding.

(a) All fees for services performed by or materials furnished
by the Patent and Trademark Office will be payable (o the
Commissioner.

(b) All fees paid to the Commissioner and all appropriations
for defraying the costs of the activities of the Patent and
Trademark Office will be credited to the Patent and Trademark
Office Appropriation Account in the Treasury of the United
States, the provisions of section 725e of title 31, United States
Code, notwithstanding.

(¢) Revenues from fees shall be available 0 the Commis-
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sioner to carry out, (0 the extent provided in appeopriation Acts,
the activities of the Patent and Trademark Office. Fees available
to the Commissioner under section 31 of the Trademark Actof
1946 may be used only for the processing of rademark cegistra-
tions and for other activitics, services, and materials relating to
trademarks and to covera propoetionate share of the administra-
tive costs of the Patent and Trademark Office.

(d) The Commissioner may refund any fee paid by mistake
or any amount paid in excess of thet required.

(e) The Secretary of Comumnerce shall, on the day each year
on which the President submits the annual budget to the Con-
gress, provide to the Committees on the Judiciary of the Senate
and the House of Representatives:

(1) a list of patent and trademark fee collections by the
Patent and Trademark Office during the preceding fiscal year;

(2) a list of activities of the Patent and Trademark Office
during the preceding fiscal year which were supported by patent
fee expenditures, rademark fee expenditures, and appropria-
tions;

(3) budget plans for significant programs, projects, and
activities of the Office, including out-year funding estimates;

(4) any proposed disposition of surplus fees by the Office;

(5) such other information as the commitiees consider
necessary.

(Amended Nov. 14, 1975, Public Law 94-131, sec. 4, 89 Stat. 630;
Dec. 12, 1980, Public Law 96-517, sec. 3, 94 Stat. 3018; Aug. 27, 1982,
Public Law 97-247, sec. 3(g), 96 Stat. 319.)

(Subsection (c) amendad Dec. 10, 1991, Public Law 102-204, sec.
S, 105 Stat. 1640.)

(Subsection (e) added Dec. 10, 1991, Public Law 102-204, gec. 4,
105 Stat. 1637.)

PART II - PATENTABILITY OF INVENTIONS
AND GRANT OF PATENTS

CHAPTER 10 - PATENTABILITY OF INVENTIONS
Sec.
100 Definitions.
101 Inventions pateniable.
102 Conditions for petentability; novelty and loss of right to patent.
103 Conditions for patentability; non-obvious subject matier.
104 Invention mede ehroad.
105 Inventions in outsr space.

3§ US.C. 100 Definitions.

When used in this title unless the context otherwise
indicatese--

(a) The term “invention™ means invention or discovery.

(b) The term “process” means process, ant or method, and
includes a new use of a known process, machine, manufacture,
composition of matier, or material,

(¢) The terms “United States™ and “this country™ mean the
United States of Americs, its tesritories and possessions.

(d) The word “patentee” includes not oaly the patentee o
whom the patent was issued but also the successors in title to the
patentee,
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35U.S.C. 161 Inventions pateniable.

Whoever inveats o discovers any new and useful process,
machine, manufacture, or composition of matier, Of any new
and useful improvement thereof, may obtain a patent therefor,
subject to the conditions and requirements of this title.

35US.C. 162 Conditions for patentability; novelty
and loes of right to patent.
A person shall be entitled to a patent unless —
(a) the invention was known or used by others in this
- country, or patented or described in a printed publication in this
or a fareign country, before the invention thereof by the appli-
cant for patent, of
(b) the invention was patented or described in a printed
publication in this or a foreign country or in public use or on sale
in this country, more than one year prior to the date of the
application for pateat in the United States, or
(¢) be has abandoned the invention, or
(d) the inveation was first patented or caused to be patented,
_or was the subject of an inventor's certificate, by the applicant
or his legal representatives or assigns in a foreign country prioz
to the date of the application for patent in this country on an
application for patent or inventor's cestificate filed more than
twelve months before the filing of the application in the United
States, or
(e) the invention was described in a patent granted on an
application for patent by another filed in the United States
before the invention thereof by the applicant for patent, or on an
international application by another who has fulfilied the re-
quirements of paragraphs (1), (2), and (4) of section 371(c) of
this title before the invention thereof by applicant for patent, or
(£) he did not himself invent the subject matter sought to be
patented, or
(g) before the applicant’s invention thereof the invention
was made in this country by another who bad not abandoned,
suppressed, or concealed it. In determining priority of inveation
there shall be considered not oanly the respective dates of
_conception and reduction (0 practice of the invention, but also
the reasonable diligence of one who was first to conceive and
last to reduce (o practice, from a time prior to coaception by the
other.

(Amended July 28, 1972, Public Law 92-358, sec. 2, 86 Stat. 501;
Nov. 14, 1975, Public Law 94-131, sec. 3, 89 Stat. 691.)

35 U.S.C.103 Conditions for patentability;
not-ocbvious subject matter.

A patent may not be obtained thought the invention is not
identically disclosed or described as set forth in section 102 of
this title, if the differences between the subject matier sought 0
be patented and the prior art are such that the subject matter as
a whole would bave been obvious at the time the invention was
made (o a person baving ordinary skill in the art 1o which said
subject matter pertains. Patentability shall not be negatived by
the manner in which the invention was made.

Subject matter developed by another person, which quali-
fics as peior art only under subsection (f) or (g) of section 102 of
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where the subject matter and he claimed invention were, at the
time the invention was made, owned by the same person of
subject to an obligation of assignment to the same person.

(Second peragraph edded Nov. 8, 1984, Public Law 98-622, sec.
103, 98 Stat. 3384.)

35 U.S.C. 1¢4 Invention made abroad.

Inproceedings in the Patent and Trademark Office andinthe
courts, an applicant for a patent, or a patentee, may not establish
adate of invention by reference to knowledge or use thereof, or
other activity with respect thereto, in a foreign country, except
as provided in sections 119 and 365 of this title. Where an
invention was made by person, civil or military, while domi-
ciled in the United States and serving in a foreign country in
connection with operations by or on behalf of the United States,
be shall be entitled o the same rights of priosity with respect o
such inveation as if the same had been made in the United States.

(Amended Jan 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949;
Nov. 14, 1975, Public Law 94-131, sec. 6, 89 Stst. 691.)

3§ U.S.C. 10§ Invention in cuter space.

(a) Any invention made, used or sold in outer space on a
space object or component thereof under the jurisdiction or
control of the United States shall be considered tobe made, used
or sold within the United States for the purposes of this tite,
except with respect to any space object or component thereof
that is specifically identified and otherwise provided for by an
international agreement to which the United States is a party, or
with respect to any space object or component thereof that is
carried on the registry of a foreign state in accordance with the
convention on Registration of Objects Launched into Quier
Space.

(b) Any inveation made, used or sold in outer space on a
space object or component thezeof that is carried on the registry
of a foreign state in accordance with the Convention on Regis-
tration of Objects Launched into Outer Space, shall be consid-
ered to be made, used or sold within the United States for the
purposes of this tidle if specifically so agreed in an international
agreement between the United States and the state of registry.

(Added November 15, 1990, Public Law 101-580, sec. 1, 104 Stat.
2863.)

CHAPTER 11 - APPLICATION FOR PATENT
Sec.
111 Applicstion for petent.
112 Specification.
113 Drawings.
114 Models, specimens.
115 Qeth of applicent.
116 Inventors.
117 Desth or incapacity of inventor.
118 Filing by other then inveatos.
119 Benefit of easlier filing date in foreign country; right to priority.
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120 Benefit of eutlier filing date in the United Statss.
121 Divisionel spplications.

122 Confidential status of applications.

35 US.C. 111 Application for patent.

Application for patent shall be made, or authorized 0 be
made, by the inventor, except as otherwise provided in this title,
in writing to the Commissioner. Such application shall include
(1) a specification as prescribed by section 112 of this title; (2)
a drawing as prescribed by section 113 of this title; and (3) an
oath by the applicant as prescribed by section 115 of this title.
The application must be accompanied by the fee required by
law. The fee and cath may be submitted after the specification
and any required drawing are submitied, within such period and
under such conditions, including the payment of a surcharge, as
may be prescribed by the Commissioner. Upoa failure to submit
the fee and cath within such prescribed period, the application
shall be regarded as abandoned, unless it is shown to the
satisfaction of the Commissioner that the delay in submitting the
fee and oath was unavoidable, The filing date of an application
shall be the date on which the specification and any reguired
drawing are received in the Patent and Trademark Office.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 5, 96 Stat. 319.)

35 US.C. 112 Specification.

The specification shall contain a writien description of the
invention, and of the manner and prooess of making and using
it, in such full, clear, concise, and exact terms as (o enable any
person skilled in the ast to which it pertains, or with which it is
most nearly connecied, to make and use the same, and shall set
forth the best mode contemplated by the inveator of carrying out
his invention.

The specification shall conclude with one or more claims
particularly pointing out and distinctly claiming the subject
matier which the applicant regards as his invention.

A claim may be written in independent or, if the nature of the
case admits, in dependent or multiple dependent form.

Subject to the following paragraph, a claim in dependent
form shall contain areference to aclaim previously set forth and
then specify a further limitation of the subject matter claimed.
A claim in dependent form shall be construed to incorporate by
reference all the limitations of the claim to which it refess.

A clzim in multiple dependent form shall contain a refes-
ence, in the alternative only, to more than one claim previously
set forth and then specify a further limitation of the subject
matter claimed. A multiple dependent claim shall not serve as a
basis for any other multiple dependent claim. A multiple de-
pendent claim shall be construed to incorporate by reference all
the limitations of the particular claim in relation to which it is
being considered.

An element in a claim for a combination may be expressed
as a means of step for performing a specified function without
the recital of structure, material, o acts in support thereof, and
such claim shall be construed o cover the corresponding struc-
ture, material, or acts described in the specification and equiva-
lents thereof.
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(Ameaded July 24, 1965, Public Law §9-83, sec. 9, 79 Stat. 261;
Nov. 14, 1975, Public Law 94-131, sec. 7, €9 Stat. 691.)

36 0.S.C. 113 Drawing.

The applicant shall furnish a drawing where necessary for
the understanding of the subject matter sought o be patented.
When the nature of such subject matter admits of illustration by
a drawing and the applicant has not fumished such a drawing,
the Commissioner may require its submission within a time
period of not less than two months from the sending of a notice
thereof. Drawings submitted afier the filing date of the applica-
tion may 6ot be used (i) to overcome any insufficiency of the
specification due to lack of an enabling disclosure or otherwise
inadequate disclosure therein, or (ii) to supplement the original
disclosure thereof for the purpose of interpretation of the scope
of any claim.

(Amended Nov. 14, 1975, Public Law 94-131, sec. 8, 89 Stat. 691.)

35 U.S.C. 114 Models, specimens.

The Commissioner may require the applicant to furnish a
model of convenient size (o exhibit advantageously the several
parts of bis inveation.

When the mvmuonmlatesmacompusmonofmaw the
Commissioner may require the applicant to furnish specimens

or ingredients for the purpose of inspection or experiment.

35 US.C. 115 Oath of applicant.

The applicant shall make oath that be believes himself to be
the original and first inventor of the process, machine, manufac-
e, or composition of matter, or improvement thereof, for
which be solicits a patent; and shall state of what country he is
a citizen. Such oath may be made before any person within the
United States anthorized by law to administer oaths, or, when
made in a foreign country, before any diplomatic or consular
officer of the United States avthorized to administer oaths, or
before any officer having an official seal and authorized to
administer oaths in the foreign country in which the applicant
may be, whose authority is proved by certificate of a diplomatic
or consular officer of the United States, or apostille of an official
designated by a foreign country which, by treaty or convention,
accords like effect o apostilles of designated officials in the
United States. Such oath is valid if it complies with the laws of
the state or country where made. When the application is made
as provided in this title by a person other than the inventor, the
oath may be so varied in form that it can be made by him.

(Amended Auvg. 27, 1982, Public Law 97-247, sec. 14(a), 96 Stat.
321.)

38 US.C. 116 Inventors.

When an invention is made by two or more persons joindy,
they shall apply for patent jointly and each make the required
oath, except as atheswise provided in this title. Inveators may
apply for apatentjointly even though (1) they did not physically
work together or at the same time, (2) each did not make the
same type or amount of contribution, or (3) each did not make
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a contribution to the subject matter of every claim of the paient.

If a joint inventor refuses o join in an application for patent
or cannot be found or reached afier diligent effort, the applice-
tion may be made by the other inventor on behalf of himself and
the omitted inventor, The Commissioner, on proof of the perti-
nent facts and afier such notice to the omitted inventor as be
prescribes, may grant a patent © the inventor making the
application, subject to the same rights which the omitted inven-
tor would have bad if be had been joined. The omitted inventoe
may subsequently join in the application.

*  Whenever through error a person is named in an application
for patent as the inventor, or through an error an inventor is not
named in an application, and such error arose without any
deceptive intention on his part, the Commissioner may pernit
the application to be amended accordingly, under such terms as
he prescribes.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 6(a), 96 Staz.
320; Nov. 8, 1984, Public Law 98-622, sec. 104(g), 98 Stat. 3384.)

35 US.C. 117 Death or incapacity of inventor.

Legal representatives of deceased inventors and of those
under legal incapacity may make gpplication for patent upon
compliance with the requirements and on the same terms and
conditions applicable (o the inventor.

35 U.S.C. 118 Filing by other than inventor.

Whenever an inventor refuses to execuie an application for
patent, or cannot be found or reached after diligent effort, a
person to whom the inventor has assigned or agreed in writing
to assign the invention or wko otherwise shows sufficient
proprietary interest in the matier justifying such action, may
make application for patent on behalf of and as agent for the
invenior on proof of the pertinent facts and a showing that such
action is necessary to-preserve the rights of the parties or 0
prevent irreparable damage; and the Commissioner may grant a

_patent to such inventor upon such notice to him as the Commis-
sioner deems sufficient, and on compliance with such regula-
tions as he prescribes.

35US.C. 119 Eenefit of carlier filing date in foreign
country; right of priority.

An application for patent for an invention filed in this
country by any person who bas, or whose legal representatives
or assigns have, previcusly regularly filed an application for a
patent for the same invention in a foreign country which affords
similar privileges in the case of applications filed in the United
States or o citizens of the United States, shall have the same
effect as the same application would have if filed in this country
on the date on which the application for patent for the same
invention was first filed in such foreign country, if the applica-
tion in this country is filed within twelve months from the
carliest date on which such foreign application was filed; butno
patent shall be granted on any application for patent for an
invention which had been patented or described in a printed
publication in any countsy more than one year before the date of
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120

the actual filing of the application in this country, or which bad
been in public use or on sale in this country more than one year
prioe to such filing,

No application for patent shall be entitled to this right of
priosity unless a claim therefor and a certified copy of the
original foreign application, specification and drawings upon
which it is based are filed in the Patent and Trademark Office
before the patent is granted, or at such time during the pendency
of the application as required by the Commissioner not earlier
than six months after the filing of the application in this country.
Such cestification shall be made by the patemt office of the
foreign country in which filed and show the date of the applica-
tion and of the filing of the specification and other papers. The
Commissioner may require atranslation of the papers filedif not
in the English language and such other information as be deems
necessary.

in like manner end subject o the same conditions and
requirements, the right provided in this section may be based
upon a subseqguent regularly filed application in the same
foreign country instead of the first filed foreign application,
provided that any foreign application filed prior to such subse-
quent application has been withdrawn, abandoned, or otherwise
disposed of, without baving beenaid open o public inspection
and without leaving any rights outstanding, and bas not served,
nor thereafter shall serve, as a basis for claiming 2 right of
peiority.

Applications for inventors’ certificates filed in a foreign
country in which applicants have a right to apply, at their
discretion, either for a patentor for an inventos's certificate shall
be trealed in this country in the same manner apd have the same
effect for purpose of the right of priority under this section as
applications for patents, subject to the same conditions and
requirements of this section as apply to applications for patents,
provided such applicants are entitled to the benefits of the
Stockholm Revision of the Pasis Conveation at the time of such
filing.

(Amended Oct. 3, 1961, Public Law 87-333, sec. 1, 75 Stat. 748;
July 28, 1972, Public Law 92-358, sec. 1, 86 Stat. 502; Jen. 2, 1975,
Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 120 Benefit of earlier filing date in the
United States.

An application for patent for an invention disclosed in the
manner provided by the first paragraph of section 112 of this
title in an application previously filed in the United States, oras
provided by section 363 of this title, which is filed by an inventor
or inventors named in the previously filed application shall have
the same efffect, as to such invention, as though filed on the date
of the prior application, if filed before the patenting ot abandon-
ment of or termination of proceedings on the first application or
on an application similarly entitled to the benefit of the filing
date of the first application and if it contains or is amended o
contain a specific refesence to the earlier filed application.

(Amended Nov. 14, 1073, Public Law 94-131, sec. 9, 89 Siat. 691;
Nov. 8, 1984, Public Law 98-622, sec. 104(b), 98 Stat. 3385.)
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35 U.S.C. 121 Divisional applications.

If two or more independent and distinct inventions ase
claimed in one application, the Commissioner may require the
application to be restricted to one of the inventions. If the other
invention is made the subject of a divisional application which
complies with the requirements of section 120 of this tithe itshall
be entitled to the benefit of the filing date of the original
application. A patent issuing on an application with respect 0
which a requirement for restriction under this section has been
made, oron anapplication filed as aresult of such arequirement,
shall not be used as a reference either in the Patent and Trade-
mark Office or in the courts against a divisional application or
against the original application or any patent issued on either of
them, if the divisional application is filed before the issuance of
the patent on the other application. If a divisional application is
directed solely to subject matier described and claimed in the
original application as filed, the Commissioner may dispense
with signing and execution by the inventor. The validity of a
patent shall not be questioned for failure of the Commissioner
to require the application to be restricted to one invention.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 122 Confidential status of applications.

Applications for patents shall be kept in confidence by the
Patentand Trademark Office and no information conceming the
same given without authority of the applicant or owner unless
necessary to carry out the provisions of any Act of Congress or
in such special circumstances as may be determined by the
Commissioner.

(Amended Jaa. 2, 1975, Public Law 93-526, sec. 1, 8 Stat. 1949.)

CHAPTER 12 - EXAMINATION OF APPLICATION
Sec.
131 Examination of epplication.
132 Notice of rejection; reexamination.
133 Time for prosecuting application.
134 Appeal to the Board of Patent Appesls and Interferences.
135 Interferences.

35 U.S.C. 131 Examinstion of application.

The Commissioner shall cause an examination to be made of
the application and the alleged new invention; and if on such
examination it appears that the applicant is entitled t0 a patent
under the law, the Commissioner shall issue a patent therefor.

35U.8.C. 132 Notice of rejection; reexamination.

Whenever, on examination, any claim for a patent is re-
jected, or any objection or requirement made, the Commis-
sioner shall notify the applicant thereof, stating the reasons for
such rejection, or objection or requirement, together with such
information and references as may be useful in judging of the
propriety of continuing the prosecution of his application; and
if after receiving such notice, the applicant persists in his claim
forapatent, with or withoutamendment, the application shall be
reexamined. No amendment shall introduce new matter into the
disclosure of the invention.
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38 U.S.C. 133 Time for prosecuting application.

Upon failure of the applicant to prosecute the application
within six months afier any action therein, of which notice has
been given or mailed w the applicant, or within such shorter
time, not less than thirty days, as fixed by the Commissioner in
such action, the agplication shall be regarded as abandoned by
the parties thereto, unless it be shown t the satisfaction of the
Commissioner that such delay was unavoidable.

35 U.S.C 134 Appeal to the Board of Patent Appeals
and Interferences.

An applicant for a patent, @y of whose claims has been
twice rejected, may appeal from the decision of the peimary
examiner to the Board of Paient Appeals and Interferences,
having once paid the fee for such appeal.

(Amended Nov. 8, 1984, Public Law 98-622, sec. 204(c), 98 Stat.
3388.)

35U.S.C. 135 Interferences.

(a) Whenever an application is made for a patent which, in
the opinion of the Commissioner, would interfere with any
pending application, or with any unexpired patent, an interfer-
ence may be declared and the Commissioner shall give notice of
such declaration to the applicants, or applicant and patentes, as
the case may be. The Board of Patent Appeals and Interferences
shall determine questions of priority of the inveations and may
determine questions of patentability. Any final decision, if
adverse to the claim of an applicant, shall constinite the final
refusal by the Patent and Trademark Office of the claims
involved, and the Commissioner may issue a patent o the
applicant who is adjudged the prioe inventor. A final judgment
adverse to a patentee from which no appeal or other review bas
been or can be taken or had shall constitute cancellation of the
claims involved in the patent, and notice of such cancellation
shall be endorsed on copies of the patent distributed after such
cancellation by the Patent and Trademark Office.

(b) A claim which is the same as, or for the same or
substantially the same subject matter as, a claim of an issued
patent may not be made in any application unless such a claim
is made prior to one year from the daie on which the patent was
granted.

(c) Any agreement or understanding between parties to an
intesfesrence, including any collateral agreements referred o
therein, made in cobnection with or in contemplation of the
termination of the interference, shall be in writing and a true
copy thereof filed in the Patent and Trademark Office before the
termination of the intesference as between the said parties to the
agreement or undesstanding. If any party filing the same so
requests, the copy shall be kept separate from the file of the
interference, and made available only to Government agencies
on wrillen request, of to any person on a showing of good cause.
Failure tofile the copy of such agreement or understanding shall
render permanently unenforceable such agreement or under-
standing and any patent of such parties involved in the intesfer-
ence or any patent subsequently issued ob any application of
such parties so involved. The Commissioner may, however, on
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a showing of good cause for failure t0 file within the time
prescribed, pesmit the filing of the agreement or understanding
during the six-month period subsequent to the termination of the
interference as between the parties to the agreement or under-
standing.

The Commissioner shall give notice (o the parties or their
attorneys of record, a reasonable time prior o said iemmination,
of the filing requirement of this section. If the Commissioner
gives such notice at a later time, irrespective of the right to file
such agreement or understanding within the six-month period

. on a showing of good cause, the parties may file such agrecment
or understanding within sixty days of the receipt of such notice.

Any discretionary action of the Commissioner under this
subsection shall be reviewable under section 10 of the Admin-
istrative Procedure Act.

(d) Parties to a patent interference, within such time as may
be specified by the Commissioner by regulation, may determine
such contest of any aspect thereof by agbitration. Such arbitra-
tion shall be governed by the provisioas of titie 9 to the extent

_such title is not inconsistent with this section. The parties shall
give notice of any arbitration award to the Commissioner, and
such award shall, as between the parsiies to the agbitration, be
dispositive of the issues to which it relates. The arbitration
award shall be unenforceable until such notice is given. Nothing
in this subsection shall preclude the Commissioner from deter-
mining patentability of the invention involved in the interfer-
ence.

(Subsection (2) amended Nov. 8, 1984, Public Law 98-622, sec.
202, 98 Stat. 3386.)

(Subsection (c) amended Oct. 15, 1962, Public Law 87-831, 76
Stat. 958; Jan. 2, 1978, Public Law 93-596, sec. 1, 88 Stat. 1949.)

(Subsection (d) added Nov. 8, 1984, Public Law 98-622, sec. 105,
98 Stat. 3385.)

CHAPTER 13 - REVIEW OF PATENT AND
TRADEMARK OFFICE DECISION
Sec.
.141 Appeal to Court of Appeals for the Federal Circuit.
142 Notice of appeal.
143 Proceedings on eppesl.
144 Decision on appeal.
145 Civil action to obtain patent.
146 Civil action in case of interference

35US.C. 141 Appeal to Court of Appesls for the
Federal Circuit.

Anapplicantdissatisfied with the decision in an appeal to the
Board of Patent Appeals and Interferences under section 134 of
this title may appeal the decision to the United States Court of
Appeals for the Federal Circuit. By filing such an appeal the
applicant waives his or ber right to proceed under section 145 of
this title. A pasty to an interference dissatisfied with the decision
of the Board of Patent Appeals and Interferences on the interfer-
ence may appeal the decision to the United States Court of
Appeals for the Federal Circuit, but such appeal shall be dis-
missed if any adverse party to such interference, within twenty
days after the appellant has filed notice of appeal in accordance
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with section 142 of this title, files notice with the Commissioner
that the party elects to have alll further proceedings conducted as
provided in section 146 of this title. If the appellent does not,
within thirty days after filing of such notice by the adverse party,
file a civil action under section 146, the decision appealed from
shall govemn the further proceedings in the case.

(Amended Nov. 8, 1984, Public Law 98-622, sec. 203(a), 98 Stat.
3387.)

3§ U.S.C. 142 Notice of appeal.

When an appeal is taken to the United States Court of
Appeals for the Federal Circuit, the appellant shall file in the
Patentand Trademark Office a written notice of appeal directed
to the Commissioner, within such time after the date of the
decision from which the appeal is taken as the Commissioner
prescribes, but in no case less than 60 days afier that date

{Amended Nov. 8, 1984, Public Law 98-620, sec. 414(a), 98 Stat.
3363.)

35 U.S.C. 143 Proceedings on appeal.

With respect (o an appeal described in section 142 of this
title, the Commissioner shall transmit to the United States Court
of Appeals for the Federal Circuit a certified list of the docu-
ments comprising the record in the Patent and Trademark
Office. The court may request that the Commissioner forward
the original or certified copies of such documents during the
peadency of the appeal. In an ex parte case, the Commissioner
shall submit to the court in writing the grounds for the decision
of the Patent and Trademark Office, addressing all the issues
involvedin the appeal. The court shall, before hearing an appeal,
give notice of the time and place of the bearing to the Commis-
sioner and the parties in the appeal.

(Amended Nov. 8, 1984, Public Law 98-620, sec. 414(a), 98 Stat.
3363.)

35 U.S.C. 144 Decision on appeal.

The United States Court of Appeals for the Federal Circuit
shall review the decision from which an appeal is taken on the
record before the Paient and Trademark Office. Upon its detes-
mination the court shall issue its mandate and opinion, which
shall be eatered of record in the Patent and Trademark Office
and shall govern the further proceedings in the case.

(Amended Nov. 8, 1984, Public Law 98-620, sec. 414(s), 98 Stat.
3363.)

IS US.C. 145 Civil action to obtain patent.

An applicant dissatisfied with the decision of the Board of
Patent Appeals and Interferences in an appeal under section 134
of this title may, unless appeal bas been taken to the United
States Court of Appeals for the Federal Circuit, have remedy by
civil action against the Commissioner in the United States
District Court for the District of Columbia if commenced within
such time after such decision, not less than sixty days, as the
Commissioner appoints. The court may adjudge that such
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applicant is entitled to receive a patent for his invention, as
specified in amy of his claims involved in the decision of the
Board of Patent Appeals and Interferences, as the facts in the
case may appear and such adjudication shell anthorize the
Commissioner to issue such patent on complisnce with the
requirements of law. All the expenses of the proceedings shall
be paid by the applicant.

(Amended Nov. 8, 1984, Public Lsw 98-620, sec. 203(b), 98 Stat.
3387.)

35 U.S.C. 146 Civll ection in case of interference.

Any party to an interference dissatisfied with the decision of
the Board of Paient Appeals and Interferences, may have
remedy by civil action, if commenced within such time after
such decision, not less than sixty days, as the Commissioner
appoints or as provided in section 141 of this title, unless be has
appealed to the United States Coust of Appeals for the Federal
Circuit, and such appeal is pending or bas been decided. In such
suits the record in the Patent and Trademark Office shall be
admitied on motion of either party upon the terms and condi-
tions as to costs, expenses, and the further cross-examination of
the witnesses as the coust imposes, without prejudice to the right
of the parsties to take further testimony. The testimony and
exhibits of the recoed in the Patent and Trademark Office when
admitied shall have the same effect as if originally waken and
peoduced in the suit.

Such suit may be insticuted against the pasty in interest as
shown by the records of the Patent and Trademark Office at the
time of the decision complained of, but any pasty in interest may
becomne aparty to the action, If there be adverse parties residing
in a plurality of districts not embraced within the same state, or
an adverse party residing in a foreign country, the United States
District Coust for the District of Columbia shall bave jurisdic-
tion and may issue summons against the adverse parties directed
to the marshal of any district in which any adverse party resides.
Summons against adverse parties residing in foreign countries
may be served by publication or otherwise as the court directs.
The Commissioner shall not be a necessary pasty but be shall be
notified of the filing of the suit by the clerk of the court in which
it is filed and shall have the right to intervene. Judgment of the
court in favor of the right of an applicant 1o a patent shall
authorize the Commissioner to issue such patent on the filing in
the Patent and Trademask Office of a cestified copy of the
judgment and on compliance with the requirements of law.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949;
Apr. 2, 1982, Public Law 97-164, sec. 163, 96 Stat. 49; Nov. 8, 1984,
Public Law 98-622, sec. 203(c), 98 Stet. 3387.)

CHAPTER 14 - ISSUE OF PATENT
Sec.
151 Issue of petent.
152 Issue of patent to sssignee.
153 How igsued.
154 Contents and term of patent.
1SS Patent term extension.
1S5A Patent tevm restorstion.
156 Extension of patent term.

187 Stmtoey invention ngistation.

350.8.C. 151 lssue of patent.

If it appears that applicant is entitled  a patent under the
law, a written notice of allowance of the application shall be
given or mailed to the applicant. The notice shall specify a sum,
constituting the issue fee or a portion thereof, which shall be
paid within three months theseafier.

Uponpaymeutof&asmmepmmshanm.umf
payment is not timely made, the application shall be regarded as
abandoned.

Any remaining balence of the issue fee shall be paid within
three months from the sending of a notice thereof, and, if not
paid, the patent shall lapee at the termination of this three-mouth
period. In caiculating the amount of a remaining balance,
charges for a page or less may be disregarded.

If any payment reguired by this section is not timely made,
but is submitied with the fee for delayed payment and the delay
in payment is shown 0 bave been unavoidable, it may be
accepied by the Commissioner as though no abandonment or
lapse bad ever occurred.

(Amended July 24, 1965, Public Law 89-83, secs. 4 and 6, 79 Stat.
260; Jep. 2, 1975, Public Law 93-601, sec. 3, 88 Stat. 1956.)

35 U.S.C. 152 lssue of patent to zssignee.

Patents may be granted o the assignee of the inventor of
record in the Patent and Trademark Office, upon the application
made and the specification swom 0 by the inventor, except as
otherwise provided in this tide.

(Amended Jan. 2, 1973, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35§ US.C. 153 How lnsued.

Pateats shall be issued in the name of the United States of
America, under the seal of the Patent and Trademark Office, and
shall be signed by the Commissioner or have his signature
placed thereon and attested by an officer of the Patent and
Trademark Office designated by the Comsmnissioner, and shall
be recorded in the Patent and Trademark Office.

- (Ameaded Jen. 2, 1975, Public Lew 93-596, sec. 1, 88 Stat. 1949.)

35US.C. 154 Contents and term of patent.

Every patent shall contain a shoet title of the invention and
a grant to the patentee, his beirs or assigns, for the term of
seventeen years, subject to the payment of fees as provided for
in this title, of the right to exclude others from making, using, or
selling the invention throughout the United States and, if the
invention is a process, of the right to exclude othess from using
or selling throughout the United States, or impoeting into the
United States, products made by that process, referring (o the
specification for the pasticulars thereof. A copy of the specifi-
cation and drawings shall be annexed to the patent and be a pant
thereof.

(Amended July 24, 1965, Public Law 89-83, sec. S, 79 Stet. 261;
Dec. 12, 1980, Public Law 96-517, sec. 4, 94 Stat. 3018.; amended
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August 23, 1988, Public Law 100-418, sec 9002, effective Feb. 23,
1989)

35 US.C. 155 Patent term extension.
Notwithstanding the provisions of section 154, the term of
a patent which encompasses within its scope a composition of
matier of a process for using such composition shall be extended
if such composition or process has been subjected to a regula-
tory review by the Federal Food and Drug Administration
pursuant to the Federal Food, Drug and Cosmetic Act leading 0
- the publication of regulation permitting the interstate distribu-
tion and sale of such composition or process and for which there
has thereafter been a stay of regulation of approval imposed
pursuant to section 409 of the Federal Food, Drug and Cosmetic
Act, which stay was in effect on January 1, 1981, by alength of
time to be measured from the date such stay of regulation of
approval was imposed until such proceedings are finally re-
solved and commercial marketing permitted. The patentee, his
beirs, successors or assigns shall notify the Commissioner of
. Patents and Trademarks within 90 days of the date of enactment
of this section or the date the stay of regulation of approval has
been removed, whichever is later, of the number of the patent to
be extended and the date the stay was imposed and the date
commercial marketing was permitted. Onreceiptof suchnotice,
the Commissioner shall promptly issue to the ownerof record of
the patent a cestificate of extension, under seal, stating the fact
and length of the extension and identifying the composition of
matier or process for using such composition to which such
extension is applicable. Such certificate shall be recorded in the
official file of each patent extended and such centificate shall be
considered as part of the original patent, and an appropriate
potice shall be published in the Official Gazette of the Patentand
Trademark Office.

(Amended Jen. 4, 1983, Public Law 97414, 96 Stat. 2065.)

35 U.S.C. 155A Patent term restoration.

. (@) Notwithstanding section 154 of this title, the term of each
of the following patents shall be extended in accordance with
this section:

(1) Any patent which encompasses within its scope a
composition of matter which is a new drog product, if during the
regulatory review of the product by the Federal Food and Drug
Administration -

(A) the Federal Food and Drug Administration notified the
patentee, by letter dated February 20, 1976, that such product’s
new drug application was not approvable under section
505(b)(1) of the Federal Food, Drug and Cosmetic Act;

(B)in 1977 the patentee submitied to the Federal Food and
Drug Administration the results of a health effects test o
evaluate the carcinogenic potential of such product;

(C) the Federal Food and Drug Administration approved,
by letter dated December 18, 1979, the new drug application for
such spplication; and

(D) the Federal Food and Dyrug Administration approved,
by letter dated May 26, 1981, a supplementary application
covering the facility for the production of such product.
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(2) Any patent which encompasses within its scope a
process for using the composition described in peragraph(1).

(b) The term of any patent described in subsection (a) shall
be extended for a period equal to the period beginning February
20, 1976, and eading May 26, 1981, and such patent shall have
the effect as if originally issued with such extended term.

(¢) The patentee of any patent described in subsection (a) of
this section shall, within ninety days after the date of enactment
of this section, notify the Commissioner of Patents and Trade-
marks of the number of any patent so extended. On receipt of
such notice, the Commissioner shall confirm such extension by
placing a notice thereof in the official file of such patent and
publishing an appropriate notice of such extension in the Offi-
cial Gazette of the Patent and Trademark Office.

(Added Oct. 13, 1983, Public Law 98-127, sec. 4(a), 97 Stat. 832.)

38 US.C. 156 Extension of patent termm.

(a) The term of a patent which claims a product, amethod of
using a product, or amethod of manufacturing aproductshall be
extended in accoedance with this section from the original
expiration date of the patent if -

(1) the term of the patent has not expired before am applica-
tion is submitted under subsection (d) for its extension;

(2) the term of the patent has never been exteaded;

(3) an application for extension is submitted by the owner
of record of the patent or its ageat and in accordance with the
reguirements of subseciion (d);

(4) the product has been subject to a regulatory review
period before its commercial marketing or use;

(5)A) except as provided in subparagraph (B) or (C), the
permission for the commercial marketing or use of the product
after such regulatory review period is the first permitted com-
mercial marketing or use of the product under the provision of
law under which such regulatory review period occurred;

(B) in the case of a patent which claims a method of
manufacturing the product which primarily uses recombinant
DNA technology in the manufacture of the product, the permis-
sion for the commercial marketing or use of the product after
such regulatory period is the first permitted commercial market-
ing or use of a product manufactured under the process claimed
in the patent; or

(C) for purposes of subparagraph (A), in the case of a
patent which --

(i) claims a new animal drug or a veterinary biological
product which (I) is not covered by the claims in any other patent
which bas been extended, and (1) bas received permission for
the commercial marketing or use in noa-food-producing ani-
mals and in food-producing animals, and

(i) was not extended on the basis of the regulatory review
period for use in non-food-producing animals,
the permission for the commercia’ marketing or use of the drug
or product after the regulatory review period for use in food-
producing animals is the first permitted commercial marketing
or use of the drug or product for administration to a food-
producing animal.

The product referved to in paragraphs (4) and (5) is bereinaf-
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ter in this section referred to as the “approved product”.

(b) The rights derived from any patent the term of which is
extended under this section shall during the period during which
the term of the patent is extended --

(1) in the case of apatent which claims a product, be limited
to any use approved for the product --

(A) before the expiration of the term of the patent --
(i) under the provision of law under which the applicable
regulatory review occurred, or
(it) under the provision of law under which any regulatory
review described in paragraph (1), (4), or () of subsection (g)
occurred, and
(B) on or after the expiration of the regulatory review
period upon which the extension of the patent was based;

(2) in the case of a pateat which claims a method of using
a product, be limited to any use claimed by the patent and
approved for the product --

(A) before the expiration of the tern of the patent --
(i) under any provision of law under which an applicable
regulatory review occurred, and
(if) under the provision of law under which any regulatory
review described in paragraph (1), (4), or (5) of subsection (g)
occurred, and
(B) on or after the expiration of the regulatory review
period upon which the extension of the patent was based; and

(3) in the case of a patent which claims a method of
manufacturing a product, be limited to the method of manufac-
turing as used (o make --

(A) the approved product, or

(B) the product if it has been subject to aregulatory review
period described in paragraphs (1), (4), or (5) of subsection
®-
As used in this subsection, the term "product” includes an
approved product.

(c) The term of a patent eligible for extension under subsec-
tion (2) shall be extended by the time equal to the regulatory
review period for the approved product which period occurs
after the date the patent is issued, except that-

(1) each period of the regulatory review period shall be
reduced by any period determined under subsection (A}(2XB)
dusing which the applicant for the patent extension did not act
with due diligence during such period of the regulatory review
period;

(2) after any reduction required by paragraph (1), the period
of extension shall include only one-half of the time remaining in
the periods described in paragraphs (IMB)(i), (ZXB)G),
(3)B)Xi), (4XBXi), and (SYBXi) of subsection (g);

(3) if the period remaining in the terin of a patent after the
date of the approval of the approved product under the provision
of law under which such regulatory review occurred when
added to the regulatory review period as revised under para-
graphs (1) and (2) exceeds fourteen years, the period of exten-
sion shall be reduced so that the wtal of both such periods does
not exceed fourteen years, and

(4) in no event shall more than one patent be extended for
the same regulatory review period for any product.

(dX(1) To obtain an extension of the term of a patent under
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this section, the owner of record of the patent or its agent shall
submit an epplication to the Commissioner, Such an application
may only be submitted within the sixty-day period beginning on
the date the product received permission under the provision of
law under which the applicable regulatory review period oc-
curred for commercial marketing or use. The application shall

(A) the identity of the approved product and the Federal
statute under which regulatory review occurred;

(B) the identity of the patent for which an extension is
being sought and the identity of each claim of such patent which
claims the approved product or a method of using or manufac-
turing the appeoved product;

(C) information to enable the Commissioner to determine
under subsections (a) and (b) the eligibility of a patent for
extension and the rights that will be derived from the extension
and information to enable the Commissioner and the Secretary
of Health and Human Services or the Secretary of Agriculture
to determine the period of the extension under subsection (g);

(D) a brief description of the activities undertaken by the
applicant during the applicable regulatory review period with
respect o the approved product and the significant dates appli-
cable 1o such activities; and T

(E) such patent or other information as the Commissioner
may require.

(2)}(A) Wiithin 60 days of the submittal of an application for
extension of the term of a patent under paragraph (1), the
Commissioner shall notify --

(i) the Secretary of Agriculture if the patent claims a drug
product or a method of using or manufacturing a drug product
and the drug product is subject to the Virus-Serum-Toxin Act,
and .

(ii) the Secretary of Health and Human Services if the
patentclaims any other drug product, amedical device, or afood
addidve or color additive or a method of using or manufacturing
such a product, device, or additive and if the product, device,
and additive are subject to the Federal Food, Drug and Cosmetic
Act,
of the extension application and shall submit to the Secretary
who is so notified a copy of the application. Not later than 30
days after the receipt of an application from the Commissioner,
the Secretary reviewing the application shall review the dates
contained in the application pursuant to paragraph (IXC) and
determine the applicable regulatory review period, shall notify
the Commissioner of the determination, and shall publish in the
Federal Register a notice of such determination.

(BX3) If a petition is submitted to the Secretary making the
determinaticn under subparagraph (A), not later than 180 days
afiter the publication of the determination under subparagraph
(A), upon which it may reasonably be determined that the
applicant did vot act with due diligence during the applicable
regulatory review period, the Secretary making the determina-
tion shall, in accordance with regulations promulgated by the
Secretary, determine if the applicant acted with due diligence
during the applicable regulatory review period. The Secretary
making the determination shall make such determination not
later than 90 days after the receipt of such a petition. For a drug
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product, device, or additive subject to the Federal Food, Drug,
and Cosmetic Act or the Public Health Service Act, the Secre-
tary may not delegate the authority to make the determination
prescribed by this clause to an office below the Offfice of the
Commissioner of Food and Drugs. For a product subject o the
Virus-Serum-Toxin Act, the Secretary of Agriculture may not
delegate the authority to make the determination prescribed by
this clause to an office below the office of the Assistant Secre-
tary for Marketing and Inspection Services.

(ii) The Secretary making the determination under clause
.(i) shall notify the Commissioner of the determination and shall
publish in the Federal Register a notice of such detenmination
together with the factual and legal basis for such determination.
Any interested person may request, within the 60-day period
beginning on the publication of a determination, the Secretary
making the determination to bold an informal hearing on the
determination. If such arequest is made within such period, such
Secretary shall hold such hearing not later than 30 days after the
date of the request, or at the request of the person making the
request, notlater than 60 days afier such date. The Secretary who
is holding the hearing shall provide notice of the hearing to the
owner of the patent involved and to any interested person and
provide the owner and any interested person an opportuRity to
participate in the bearing. Within 30 days after the completion
of the hearing, such Secretary shall affirm or revise the determi-
nation which was the subject of the bearing and notify the
Commissioner of any revision of the determination and shall
publish any such revision in the Federal Register.

(3) For the purposes of paragraph (2)(B), the term “due
diligence” means that degree of atiention, continuous directed
effort, and timeliness as may reasonably be expected from, and
are ordinarily exercised by, a person during a regulatory review
period.

(4) An application for the extension of the term of a patent
is subject to the disclosure requirements prescribed by the
Commissioner. :

(eX1) A determination that a patent is eligible for extension
‘may be made by the Commissioner solely on the basis of the
representations contained in the application for the extension. If
the Commissioner determines that a patent is eligible for exten-
sion under subsection (a) and that the requirements of subsec-
tion (d) bave been complied with, the Commissioner shall issue
io the applicant for the extension of the terin of the patent a
certificate of exiension, under seal, for the period prescribed by
subsection (c). Such certificate shall be recorded in the official
file of the patent and shall be considered as part of the original
patent.

(2) If the term of a patent for which an application has been
submitted under subsection (d) would expire before acestificate
of extension is issued or denied under paragraph (1) respecting
the application, the Commissioner shall extend, until such
determination is made, the term of the patent for periods of up
to one year if he determines that the patent is eligible for
extension.

(f) For purposes of this section;

(1) The term “product” means™

(A) A drug product.
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(B) Any medical device, food additive, or color additive
subject to regulation under the Federal Food, Drug, and Cos-
metic Act.

(2) The term “drug product” means the active ingredient
of--

(A) a oew drug, antibiotic drug, or buman biological
product (as those terms are used in the Federal Food, Drug, and
Cosmetic Act and the Public Health Sesvice Act) or

(B)a new animal drug or velerinary biological product (as
those tesms are used in the Federal Food, Drug, and Cosmetic
Act and the Virus-Serum-Toxin Act) which is not primarily
manufactured using recombinant DNA, recombinant RNA,
hybridoma technology, or other processes involving site spe-
cific genetic manipulstion technigues,
including any salt or ester-of the active ingredient, as a single
entity or in combination with another active ingredient.

(3) The term “major health or environmental effects test”
megns a test which is reasonably related (o the evalugtion of the
health or environmental effects of a product, which requires at
least six months to conduct, and the data from which is submit-
ted to receive permission for commercial marketing or use.
Periods of analysis or evaluation of test results are not to be
included in determining if the comduct of a test required at least
six months.

(4){A) Any reference to section 351 is areference to section
351 of the Public Health Service Act.

(B) Any reference to section 503, 505, 507, 512, or 515 is
areference to section 503, S0S, 507, 512, or 515 of the Federal
Food, Drug and Cosmetic Act.

(C) Any reference to the Virus-Serum-Toxin Act is a
reference to the Act of March 4, 1913 (21 US.C. 151 - 158).

(5) The term “informal hearing” has the meaning pre-
scribed for such term by section 201(y) of the Federal Food,
Drug and Cosmetic Act.

(6) The term “patent” means a patent issued by the United
States Patent and Trademark Office.

(7) The tesm “date of enactment” as used in this section
means September 24, 1984, for buman drug product, 2 medical
device, food additive, or color additive.

(8) The term “date of enactment” as used in this section
means the date of enactment of the Generic Animal Drug and
Patent Term Restoration Act for an animal drug or a veterinary
biological product.

(g) For purposes of this section, the term “regulatory review
period™ has the following meanings:

(1XA) In the case of a product which is a new drug,
antibiotic drug, or buman biological product, the tesm means the
period described in subparagraph (B) to which the hmxtanon
described in paragraph (6) applies.

(B) The regulatory review period for anew drug, antibiotic
drug, or buman biological product is the sum of --

(i) the period beginning on the date an exemption under
subsection (i) of section 505 or subsection (@) of section 507
became effective for the approved product and ending on the
date an application was initially submitied for such drug product
under section 351, 5085, or 507, and

(i) the period beginning on the date the application was
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initially submitted for the approved product under section 351,
subsection (b) of section 503, or section 507 and ending on the
date such application was approved under such section.

(2XA) In the case of a product which is a food additive or
color additive, the term means the period described in subpara-
graph (B) to which the limitation described in paragraph (6)
applies.

(B) The regulatory review period for a food or color
additive is the sum of --

(i) the period beginning on the date a major bealth or
eavironmental effects test on the additive was initiated and
ending on the date apetition was initially submitted with respect
to the product under the Federal Food, Drug, and Cosmetic Act
requesting the issuance of a regulation for use of the product,
and

(ii) the period beginning on the date a petition was
initially submitted with respect to the product under the Federal
Food, Drug, and Cosmetic Act requesting the issuance of a
regulation for use of the product, and ending on the date such
regulation became effective o, if objections weze filed to such
regulation, ending on the date such objections were resolved
and commercial marketing was permitted or, if commercial
marketing was permitied and later revoked pending further
proceedings as a result of such objections, ending on the date
such proceedings were finally resolved and commercial market-
ing was permitied.

(3)A) In the case of a product which is a medical device,
the term means the period described in subparagraph (B) o
which the limitation described in paragraph (6) applies.

(B) The regulatory review period for a medical device is
the swm of --

(i) the period beginning on the date a clinical investiga-
tion on humans involving the device was begun and ending on
the date an application was initially submitted with respecttothe
device under section 515, and

(ii) the period beginning on the date an application was
initially submitted with respect to the device under section 515
and ending on the date such application was approved under
such Act or the period beginning on the date a notice of
completion of a product development protocol was initially
submitted under section 515(f)(5) and ending on the date the
protocol was declared completed under section 515(£X(6).

(4)(A) In the case of a product which is a new animal drug,
the term means the period described in subparagraph (B)
which the limitation described in paragraph (6) applies.

(B) The regulatory review period for a new animal drug
product is the sum of --

(i) the period beginning on the earlier of the date a major
health or environmental effects test on the drug was initiated or
the date an exemption under subsection (j) of section 512
became effective for the approved new animal drug product and
ending on the date an application was initially submitted for
such animal drug product under section 512, and

(i) the period beginning on the date the application was
initially submitted for the approved animal drug product under
subsection (b) of section 512 and ending on the date such
application was approved under such section.
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(5KA) In the case of a product which is a velerinary
biological product, the term means e period described in
subparagraph (B) to which the limitation describedin paragraph
(6) applies.

(B) The regulatory period for a vetesinary biological
product is the sum of -

(i) the period beginning on the date the authority
prepare an experimental biological product under the Virus-
Serum-Toxin Act became effective and ending on the date an
application for a license was submitted under the Virus-Serum-
Toxin Act, and

(i) the period beginning o the date an application for a
license was initially submitted for approval under the Virus-
Serem-Toxin Act and ending on the date such license was
issued.

(6)Apemddemmmedtmderanyofmepmcedmgpam-
graphs is subject to the following limitations:

(A) If the patent involved was issued after the date of the
enactmentof this section, the period of extension determined on
the basis of the regulatory review period determined under any
such paragraph may not exceed five years.

(B) If the patent involved was issued before the date of the
enactment of this section and -- .

(i) no request for an exemption described in paragraph
(1XB) or (4)(B) was submitted and no request for the authority
described in paragraph (SXB) was submitted,

(if) no major health or environment effects test described
in paragraph (2XB) or (4X(B) was initiated and no petition for a
regulation or application for registration described in such
paragraph was submitted, or

(iii) no clinical investigation described in paragraph (3)
was begun or product development protocol described in such
paragraph was submitied,
before such date for the approved product the period of exten-
sion determined on the basis of the regulatory review period
determined under any such paragraph may not exceed five
years,

(C) If the patent involved was issued before the date of the
enactment of this section and if an action described in subpara-
graph (B) was taken before the date of enactment of this section
with respect to the approved product and the commercial
marketing or use of the product has not been approved before
such date, the period of extension determined on the basis of the
regulatory review period determined under such paragraph may
notexceed two years of in the case of an approved product which
is a new animal drug or veterinary biological product (as those
terms are used in the Federal Food, Drug, and Cosmetic Act or
the Virus-Serum-Toxin Act), three years.

(b) The Commissioner may establish such fees as the
Commissioner determines appropriate to cover the costs o the
Office of receiving and acting upon applications under this
section.

(Added Sept. 24, 1984, Public Law 98-417, sec. 201,98 Staz. 1598;
amended Nov. 16, 1988 Public Law 100-670, sec. 201, 102 Stat.
3971.)
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35U.S.C. 157 Statutory invention reglstration.

(a) Notwithstanding sny other provision of this tite, the
Commissioner is anthorized to publish a statutory inveation
registration containing the specification and drawings of &
regularly filed application for a patent without examination if
the applicant -

(1) meets the requirements of section 112 of this title;

(2) has complied with the requirements for printing; as set
forth in regulations of the Commissioner;

(3) waives the right to receive a palent on the invention

- within such period as may be prescribed by the Commissioner;

and

(4) pays application, publication and other processing fees
established by the Commissioner.

If an interference is declared with respect to such an appli-
cation, a statutory invention registration may not be published
unless the issue of priority of invention is finally determined in
favor of the applicant.

(b) The waiver under subsection (a)(3) of this section by an
_applicant shall ke effect upon publication of the statutory
invention registration.

(¢) A stamitory invention registration published pursuant to
this section shall have all of the attributes specified for pateats
in this title except those specified in section 183 and sections
271 through 289 of this title. A statutocy invention registration
shall not have any of the atributes specified for patents in any
other provision of law other than this title. A statutory inveation
registration published pursuant to this section shall give appro-
priate notice to the public, pursuant o regulations which the
Commissioner shall issue, of the preceding provisions of this
subsection. The invention with respect to which a statutory
inveation certificate is published is not a patented invention for
purposes of section 292 of this title.

(d) The Secretary of Commerce shail report to the Congress
annually on the use of statutory invention registrations. Such
report shall include an assessment of the degree to which
agencies of the federal government are making use of the
_statutory invention registration system, the degree to which it
aids the management of federally developed technology, and an
assessment of the cost savings o the Federal Government of the
uses of such procedures.

(Added Nov. 8, 1984, Public Law 98-662, sec. 102,98 Stst. 3383.)

CHAPTER 15 - PLANT PATENTS
Sec.
161 Patents for plants.
162 Description, claim.
163 Grant.
164 Assistance of Depantenent of Agriculture.

38 U.S.C. 161 Patents for plants.

Whoever invents or discovers and asexually reproduces any
distinct and new vagiety of plant, including cultivated sports,
mutants, hybrids, end newly found seedlings, other than a tuber
propagated plan¢ or a plant found in an uncultivated state, may

L-19

173

obiain s patent thegefor, subject %o the conditions and require-
meats of this tite,

The provisions of this tide relating to patents for inventions
shall apply to patents for plants, except as otheswise provided.

(Amended Sept. 3, 1934, 68 Stat. 1190.)

35US.C. 162 Description, clalm.

No plant patent shall be declared invalid for noncompliance
with section 112 of this tite if the description is as complete as
is reasonably possible.

The claim in the specification shall be in formal terms (o the
plant shown and described.

3SUS.C. 163 Gramt. |

In the case of a plant patent the grant shall be of the right o
exclude others from asexually reproducing the plant or selling
or using the plant so reproduced.

35U.S.C. 164 Assistance of Department of
Agriculture.

The President may by Executive order direct the Secretary
of Agriculture, in accordance with the reguests of the Commis-
sioner, for the purpose of carrying into effect the provisions of
this title with respect to plants (1) to furnish available informa-
tion of the Department of Agriculture, (2) to conduct through the
appropriate burean or division of the Department research upon -
special problems, or (3) to detail to the Commissioner officers
and employees of the Department.

CHAPTER 16 - DESIGNS
Sec.
171 Patents for designs.
172 Right of priority.
173 Term of design petent.

35 U.S.C. 171 Patents for designs.

Whoever invents any new, original and ornamental design
for an article of manufacture may obtain a patent therefor,
subject to the coaditions and requirements of this tide.

The provisions of this tide relating to patents foe inventions
shall apply w patents for designs, except as otherwise provided,

35 U.S.C. 172 Right of priority.

The right of priority provided for by section 119 of this title
and the time specified in section 102(d) shall be six months in
the case of designs.

35 US.C. 173 Term of design patent.
Pagents for designs shall be granted for the term of fourteen

years.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 16, 96 Stat.
321.)
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CHAPTER 17 - SECRECY OF CERTAIN INVENTIONS
AND FILING APPLICATIONS IN FOREIGN
COUNTRIES

Sec.

181 Secrecy of certain inventions and withkolding of petent.

182 Abandonment of invention for uneuthorized disclosure.

183 Right to compensation.

184 Filing of applicstion in foveign country.

185 Patent basred for filing without license.

186 Penalty.

187 Nonapplicability to certzin persons.

188 Rules and regulstions, delegetion of power.

35U.S.C. 181 Secrecy of certain inventions and
withholding of patent.

Whenever publication or disclosure by the grant of a patent
on an invention in which the Government has a property interest
might, in the opinion of the bead of the interested Government
agency, be detrimental o the national security, the Commis-
sioner upon being so notified shall order that the inveation be
kept secret and shall withhold the grant of a patent therefor under
the conditions set forth hereinafier.

Whenever the publication or disclosure of an inveation by
the granting of a patent, in which the Government does not have
a property interest, might, in the opinion of the Commissioner,
be detrimental to the national security, he shall make the
application for patent in which such inveation is disclosed
available for inspection to the Atomic Energy Commission, the
Secretary of Defense, and the chief offices of any other depart-
ment or agency of the Government designated by the President
as a defense agency of the United States.

Each individual to whom the application is disclosed shall
sign a dated acknowledgment thereof, which acknowledgment
shall be entesed in the file of the application. If, in the opinion
of the Atomic Energy Commission, the Secretary of a Defeanse
Depariment, or the chief officer of another department or
agency so designated, the publication or disclosure of the
invention by the granting of the pateat therefor would be
detrimental to the national security, the Atomic Energy
Commission, the Secretary of a Defense Department, or such
other chief officer shall notify the Commissioner and the Com-
missioner shall order that the invention be kept secret and shall
withhold the grant of a patent for such period as the national
interest requires, and notify the applicant thereof. Upon proper
showing by the head of the department or agency who caused
the secrecy order to be issued that the examination of the
application might jeopardize the national interest, the Comimis-
sioner shall thereupon maintain the application in a sealed
condition and notify the applicant thereof. The owner of an
application which bas been placed under a secrecy order shall
bave a right to appeal from the order 0 the Secretary of
Commerce under rules prescribed by him.

An invention shall not be ordered kept secret and the grant
of a patent withheld for a period of more than one year. The
Commissioner shall renew the order at the end thereof, or at the
end of any renewal period, for additional periods of one year
upon notification by the head of the depastment or the chief
officer of the agency who caused the order to be issued that an
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affiomative determination

mumhueswwmqun An order in effect, or issued,
during a time when the United States is at war, shall remain in
effect for the duration of hostilites and one year following
cessation of bostilities. An order in efffect, or issued, during a
national emesgency declared by the President shall remain in
effect for the duration of the national emergency and six months
thereafier, The Commissioner may rescind any order upon
notification by the heads of the depastments and the chief
officers of the agencies who caused the order to be issued that
the publication or disclosure of the invention is no longer
deemed detrimental (0 the national security.

35 US.C. 182 Abandonment of invention for
unauthorized disclosure.

‘The inveation disclosed in an application for patent subject
to an order made pursuant to section 181 of this title may be held
abandoned upon its being established by the Commissioner that
in violatioa of said order the invention has been published or
disclosed or that an application for a patent therefor has beea
filed in a foreign couniry by the imventor, bis successors,
assigns, or legal representatives, or anyone in privity with him
or them, without the consent of the Commissioner. The aban-
donment shall be held to have occurred as of the time of
violation. The consent of the Commissioner shall not be given
without the concurrence of the beads of the departments and the
chief officers of the agencies who caused the order to be issued.
A holding of abandonment shall coastitute forfeiture by the
applicant, his successors, assigns, or legal representatives, or
anyone in privity with bim or themn, of all claims against the
United States based upon such invention.

35 U.S.C. 183 Right to compensation.

An applicant, his successors, assigns, or legal representa-
tives, whose patentis withbeld as berein provided, shall have the
right, beginning at the date the applicant is notified that, except
for such order, his application is otherwise in condition for
allowance, or February 1, 1952, whichever is later, and ending
six years after a pateat is issued thereon, to apply to the head of
any deparument of agency who caused the order to be issued for
compensation for the damage caused by the order of secrecy
and/or for the use of the invention by the Government, resulting
from his disclosure. The right to compensation for use shall
begin on the date of the first use of the invention by the
Government, The head of the department or agency is author-
ized, upon the presentation of a claim, to enter into an agreement
with the applicant, his successors, assigns, or legal representa-
tives, in full settiement for the damage and/or use. This settle-
ment agreement shall be conclusive for all purposes notwith-
standing any other provision of law to the contrary. If full
settlement of the claim cannot be effected, the head of the
department or agency may award and pay to such applicant, his
Successors, assigns, or legal representatives, a sum not exceed-
ing 75 per centum of the sum which the head of the department
or agency considers just compensation for the damage and/oe
use. A claimant may being suit against the United States in the
United States Claims Courtor in the District Court of the United
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States for the district in which such claimant is a resident for an
amount which when added to the award shall constitute just
compensation for the damage and/or use of the invention by the
Government. The owner of any patent issued upon an applica-
tion that was subject to a secrecy order issued pursusnt to section
181 of this title, who did not apply for compensation as above
provided, shall have the right, afier the date of issuance of such
patent, to bring suit in the United States Claims Court for just
compensation for the damage caused by reasoa of the order of
secrecy and/or use by the Government of the invention resulting

- from his disclosure. The right to compensation for vse shall
begin on (he date of the first use of the invention by the
Govermnment. In 3 svit under the provisions of this section the
United States may avail itself of all defenses it may plead in an
action under section 1498 of tide 28. This section shall not
confer a right of action on anyone or his Sucoessors, assigns, of
legal representatives who, while in the fell-time employment or
service of the United States, discovered, invented, or developed
the invention on which the claim is based.

(Amended Apr. 2, 1982, Public Law 97-164, sec. 160,96 Stat. 48.)

35 U.S.C. 184 Filing of application in foreign
country.

Except when autborized by a license obtained from the
Comsmissioner a person shall not file or canse or authorize to be
filed in any foreign country prior to six moaths afier filing in the
United States an application for patent or for the registration of
a utility model, industrial design, or model in respect of an
invention made in this country. A license shall not be granted
with respect to an invention subject to an order issued by the
Commissioner pursuant to section 181 of this titie without the
concurrence of the head of the departments and the chief officers
of the agencies who caused the order to be issued. The license
may be granted retroactively where an application bas been
filed abroad through error and without deceptive intent and the
application does not disclose an invention within the scope of

_section 181 of this title.

The term “application” when used in this chapter includes
applications and any modifications, amendments, or supple-
ments thereto, or divisions thereof.

The scope of a license shall permit subsequent modifica-
tions, amendments, and supplements containing additional sub-
ject matter if the application upon which the request for the
license is based is not, or was not, required to be made available
for inspection under section 181 of this title and if such modifi-
cations, amendments, and supplements do not change the gen-
eral nature of the invention in a manner which would reguire
such application to be made available for inspection under such
section 181. In any case in which a license is not, or was not,
required in order  file an application in any foreign country,
such subseguent modifications, amendments, and supplements
may be made, without a license, to the application filed in the
foreign country if the United States application was notrequired
tobe made available for inspection under section 181 and if such
modifications, amendments, and supplements donot, ordid not,
change the general nature of the invention in a manner which
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would require the United States application 60 bave been made
available for inspection under such section 181.

(Amended Avgust 23, 1988, Public Law 100-418, sec. 9101)

35 U.S.C. 185 Patent barred for filing without
Hcense.

Notwithstanding any other provisions of law any person,
and bis successors, assigns, or legal representagives, shall not
receive a United States patent for an invention if that person, or
his successors, assigns, or legal representatives shall, without
peocuring the license prescribed in section 184 of this title, have
made, or consented to or assisted another® s making, application
inaforeign country for a patent or for the registration of a utility
model, industrial design, or model in respect of the invention. A
United States patent issued to such person, his successors,
assigns, or legal representatives shall be invalid, unless the
failure to procure such license was through error and without
deceptive intent, and the patent does not disclose subject matter
within the scope of section 181 of this title.

(Amended August 23, 1988, Public Law 100-418, sec. 9101)

35S U.S.C. 186 Penalty.

Whoever, during the period or periods of time an invention
has been ordered w© be kept secret and the grant of a patent
thereon withheld pursuant to section 181 of this title, shall, with
knowledge of such order and without due anthorization, will-
fully publish or disclose or authorize or cause to be published or
disclosed the invention, or material information with respect
thereto, or whoever wilifully, in violation of the provisions of
section 184 of this title, shall file or canse or authorize to be filed
in any foreign country an application for patent or for the
registration of a utility model, industrial design, or model in
respect of any invention made in the United States, shall, upon
conviction, be fined not more than $10,000 or imprisoned for
not more than two years, of both.

(Amended Avgust 23, 1988, Public Law 100-418, sec. 9101)

35 U.S.C. 187 Nonspplicability to certain persons.

The probibitions and penalties of this chapter shall notapply
to any officer or agent of the United States acting within the
scope of his authority, nor to any person acting upon his writien
instructions or permission.

350.8.C. 188 Rules and regulations, delegation of
power.

The Atomic Energy Commission, the Secretary of a defense
deparunent, the chief officer of any other department or agency
of the Government designated by the President as a defense
agency of the United States, and ‘he Secretary of Commerce,
may separately issue rules and regulations to enable the respec-
tive department or agency © cafry out the provisions of this
chapter, and may delegate any power conferred by this chapter.
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CHAPTER [18] 38 - PATENT RIGHTS IN INVENTIONS
MADE WITH FEDERAL ASSISTANCE
Sec.
200 Policy end objective.
201 Definitions.
202 Disposition of rights.
203 Moagch-in rights.
204 Prefevence for Uniied States industry.
205 Confidentiality.
206 Uniform clenses and regulations.
207 Domestic and foreign protsction of federslly owned inventions.
208 Regulations governing Federal licensing.
209 Restrictions on licensing of federally owned inventions.
210 Precedence of chapter.
211 Relatioaship to satitrust laws.
212 Disposition of rights in educstional awerds.

35 U.S.C. 2008 Policy and objective.

Itis the policy and objective of the Congress to use the patent
system to promote the utilization of inventions arising from
federally supported reseasch or development; (o encourage
maximum participation of small business firms in federally
supported research and development efforts; to promote col-
laboration betweea comsnercial concerns and nonprofit organi-
zations, including universities; (o ensure that inventions made
by noaprofit organizations and small business firms are used in
a manper (o promote free competition and entegprise; to pro-
mote the commercialization and public availability of inven-
tions made in the United States by United States industry and
1abor; to ensure that the Government obtains sufficient rights in
federally supported inventions to meet the needs of the Govern-
ment and protect the public against nonuse or unreasonable use
of inventions; and to minimize the costs of administering
policies in this area.

(Added Dec. 12, 1980, Public Lew 96-517, sec. 6(e), 94 Stat.
3019.) '

350.8.C. 201 Definitions.

As used in this chapter -

(2) The term “Federal agency” means any executive agency
as defined in section 105 of title 5, United States Code, and the
military departments as defined by section 102 of tide 5, United
States Code.

(b) The terin “funding agreement” means any contract,
grant, of cooperative agreement entered into between any Fed-
eral agency, other than the Tennessee Valley Authority, and any
contractor for the performance of experimental, developmental,
or research work funded in whole or in past by the Federal
Govermnment. Such term includes any assignment, substitution
of pariies, or subcontract of any type entered into for the
performance of experimental, developmental, or research work
under a funding agreement as berein defined,

(¢) The term “contractos”™ means any person, small business
firm, or nonpeofit organization that is a party to a funding
agreement,

(d) The term “invention” means any invention or discovery
which is or may be patentable or otherwise protectable under
this tidle or any novel vasiety of plant which is or may be
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proteciable under the Plant Variety Protection Act (7 US.C.
2321, et seq.).

(e) The wrm “subject invention” means any invention of the
coatractor comceived or first actually reduced to practice in the
perfornmance of work under a funding agreement: Provided,
That in the case of a variety of plant, the date of determination
(as defined in section 41(d) of the Plant Variety Protection Act
(7U.S.C. 2401(d)) must also occur during the period of contract
performance.

(f) The tenm “practical application” means to manufacture in
the case of a composition or product, to practice in the case of
a process or method, or to operate in the case of a machine or
system; and, in each case, vnder such conditions as (o establish
that the invention is being utilized and thas its benefits are to the
extent permitied by law or Government regulations available to
the public on reasonable terms.

(g) The term “made” when used in relation to any invention
means the conception or first actual reduction to practice of such
invention.

(b) The term “small business firm™ means a small business
concern as defined at section 2 of Public Law 85-536 (15U.S.C.
632) and implementing regulations of the Administrator of the
Small Business Administration.

(i) The term “vonprofit organization”™ means wniversities
and other institutions of higher education or an organization of
the type described in section 501(c)(3) of the Intemal Revenue
Code of 1954 (26 U.S.C. 501(c)) and exempt from taxation
under section 501(a) of the Internal Revenue Code (26 U.S.C.
501(a)) or any nonprofit scientific or educational organization
qualified under a State nonpeofit organization statute.

(Subsection (d) amended Nov. §, 1984, Public Law 98-620, sec.
501(1), 98 Stat. 3364.)

(Subsection (e) amended Nov. €, 1984, Public Law 98-620, sec.
501(2), 98 Stat. 3364.)

(Subsection (i) added Dec. 12, 1980, Public Law 96-517, sec. 6(a),
94 Stat. 3019.)

35 U.S.C. 202 Disposition of rights.

(2) Each nonprofit organization or small business firm may,
within a reasonable time after disclosure as required by para-
graph (c)(1) of this section, elect 1o retain title to any subject
invention: Provided, however, That a funding agreement may
provide otherwise (i) when the contractor is not located in the
United States or does not have a place of business located in the
United States or is subject to the coatrol of a foreign govern-
ment, (ii) in exceptional circumstances when it is determined by
the agency that restriction or elimination of the right (o retain
title to any subject invention will better promote the policy and
objectives of this chapter, (iii) when it is determined by a
Government authority which is authorized by statute or Execu-
tive order to conduct foreign intelligence or counter-intelli-
gence activities thas the restriction or elimination of the right to
retain title to any subject invention is necessary to protect the
security of such activities, or (iv) when the funding agreement
includes the operation of a Government-owned, Contractor-
operated facility of the Depastment of Energy primarily dedi-
cated to that Department’s naval nuclear propulsion or weapons
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related programs and all funding agreement limitations under
this subparagraph on the contractor's right to elect title to a
subject invention are limited to inventions occurring undes the
above two programs of the Department of Energy. The rights of
the nonprofit organization or small business firm shall be
subject to the provisions of paragraph (c) of this section and the
other provisions of this chapter.

(bX(1) The rights of the Government under subsection (a)
shall not be exercised by a Federal agency unless it first
determines that at least one of the coaditions ideatified in
clauses (i) through (jii) of subsection (a) exists. Except in the
case of subsection (a)(iii), the agency shall file with the Secre-
tary of Commerce, within thirty days afier the award of the
applicable funding agreement, a copy of such determination. In
the case of a determination under subsection (a)ii), the state-
ment shall incinde an analysis justifying the determination. In
the case of determinations applicable to funding agreements
with small business firms, copies shall also be seat to the Chief
Counsel for Advocacy of the Small Business Administration. If
_ the Secretary of Commerce believes that any individual deter-
mination or pattern of detenminations is contrary to the policies
and objectives of this chapter or otherwise not in conformance
with this chapter, the Secretary shall so advise the head of the
agency concerned and the Administrator of the Qffice of Fed-
ezal Procurement Policy, and recommend corrective actions.

(2) Whenever the Administrator of the Office of Federal
Procurement Policy has determined that one or move Federal
agencies are utilizing the anthority of clause (i) or (i) of
subsection (a) of this section in a manner that is contrary o the
policies and objectives of this chapter the Administrator is
authorized (o issue regulations describing classes of situations
in which agencies may not exercise the authorities of those
clauses.

(3) At least once every S years, the Compeoller General
shall transmit a report to the Committees on the Judiciary of the
Senate and House of Representatives on the manner in which
this chapter is being implemented by the agencies and on such

_other aspects of Government patent policies and practices with
respect (o federally funded inventions as the Comptroller Gen-
eral believes

(4)Ifmeconmotbehevesmadewmunmonlscon-
trary to the policies and objectives of this chapter or constitutes
an abuse of discretion by the agency, the determination shall be
subject to the last paragraph of section 203(2).

(c) Each funding agreement with a small business firm or
nonprofit organization shall contain appropriate provisions to
effectuate the following:

(1) That the contractor disclose each subject invention
the Federal agency within a reasonable time after it becomes
known to contractor personnel responsible for the administra-
tion of patent matters, and that the Federal Government may
receive title 1o any subject invention not disclosed to it within
such time.

(2) That the contractor make a written election within two
ycass afier disclosure o the Federal agency (or such additional
time as may be approved by the Federal agency) whether the
contractor will retain title toa subjectinvention: Provided, That
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in any case where publication, on sale, or public use, has
initinted the one year statutory period in which valid patent
protection can still be obtained in the United States, the period
for election may be shortened by the Federal agency 0 a date
that is not more than sixty days prior to the end of the statutory
period: And provided further, That the Federal Government
may receivetitietoany subject invention in which the contractor
does not elect o retain rights or fails to elect rights within such
times.

(3) That a contractor electing rights in a subject inveation
agrees &0 file a patent application prior to any statutory bar date
that may occur under this title due to publication, on sale, or
public use, and shall thereafter file corresponding patent appli-
cations in other countries in which it wishes 0 retain title within
reasonable times, and that the Federal Government may receive
title to any subject inventions in the United States or other
countries in which the contractor has not filed patent applica-
tionis on the subject invention within such times.

(4) With respect to any invention in which the contractor
elects rights, the Federal agency shall have a nonexclusive,
noatransferable, irrevocable, paid-vp license w practice orhave
practiced for or on behalf of the United States eny subject
invention throughout the world: Provided, That the funding
agreement may provide for such additional rights; including the
right to assign or have assigned foreign patent rights in the
subject invention, as are determined by the agency as necessary
formeeting the obligations of the United States under any treaty,
international agreement, arrangement of cooperation, memo-
randum of understanding, or similar arrangement, including
military agreements relating to weapons development and pro-
duction.

(5) The right of the Federal agency to require periodic
reporting o the utilization or efforts a2 obtaining wilization that
are being made by the contractor or his licensees or assignees:
Provided, Thatany such information, as well as any information
on utilization or efforts at obtaining utilization obtained as part
of a proceeding under section 203 of this chapter shall be treated
by the Federal agency as commercial and financial information
obtained from a person and privileged and confidential and not
subject to disclosure under section 552 of title § of the United
States Code.

(6) An obligation on the part of the contractor, in the event
a United States patent application is filed by or on its behalf or
by any assignee of the contractor, to include within the specifi-
cation of such application and any patent issuing thereon, a
statement specifying that the invention was made with Govera- -
ment support and that the Government has certain rights in the
invention,

(7) In the case of anonprofitorganization, (A) a peohibition
upon the assignment of rights to a subject invention in the
United States without the approval of the Federal agency,
except where such assignment is made to an organization which
bas as one of its primary functions the management of inven-
tions (provided that such assignee shall be subject to the same
provisions as the contractoe); (B) a requirement that the contrac-
tor share royalties with the inventor; (C) except with respect to
afunding agreement for the operation of a Government-owned-
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contractor-operated facility, a requirement that the balance of
any royalties or income earned by the coatractor with respect (o
subject inventions, after payment of expenses, (including pay-
ments 10 inventors) incidental tw the administration of subject
inventions, be utilized for the suppost of scientific research, or
education; (D) a requirement that, except where it proves
infeasible after a reasonable inguiry, in the licensing of subject
inventions shall be given to small basiness firms; and (E) with
respect to a funding agreement for the operation of a Govern-
mens-owned-contractor-operator facility, requirements (i) that
after payment of patenting costs, licensing costs, payments 0
inventors, and other expenses incidental (o the administration of
subject inventions, 100 percent of the balance of any royalties
or income earned and retained by the contractor during any
fiscal year, up to an amount egual 1o five percent of the annual
budget of the facility, shall be used by the contracior for
scientific research, development, and education consistent with
the research and development mission and objectives of the
facility, including aciivities that inceease the licensing potential
of other inventions of the facility provided that if said balance
exceeds five percent of the annual budges of the facility, that 75
percentof such excess shall be paid to the Treasury of the United
States and the remaining 25 perceat shall be vsed for the same
pusposes as described above in this clause (D); and (i) that, o
the extent it provides the most effective tecbhnology transfer, the
licensing of subject inventions shall be administered by contrac-
tor employees on location at the facility.

(8) The requirements of sections 203 and 204 of this
chapler.

(d) If a contracior does not elect to retain title to a subject
invention in cases subject to this section, ithe Federal agency
may consider and after consuliation with the contracior grant
sequests for retention of rights by the inventor subject to the
provisions of this Act and regulations promulgated hereunder.

(e) In any case when a Federal employee is a coinventor of
any invention made under a funding agreement with a nonprofit
organization or small business firm, the Federal agency employ-
ing such coinventor is anthorized to transfer or assign whatever
rights it may acquire in the subject invention from its employee
to the contractor subject to the conditions set forth in this
chapter.

(£X(1) No funding agreement with a small business firm or
nonprofit organization shall contain a peovision allowing a
Federal agency to require the licensing to third parties of
inventions owned by the contractor that are not subject inven-
tions unless such provision has been approved by the head of the
agency and a writien justification has been signed by the head
of the agency. Any such provision shall clearly state whether the
licensing may be required in connection with the practice of a
subject invention, a specifically identified work object, or both.
The head of the agency may not delegate the authority to
approve provisions of sign justifications required by this para-

(2) A Federal agency shall not require the licensing of third
parties under any such provisioa unless the head of the agency
determines that the use of the invention by others is necessary
for the practice of a subject invention o for the use of a work
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object of the funding agreement and that such action is neces-
sacy 1o achieve the practical application of the subject invention
or work object. Any such determination shall be on the record
after an opportunity for an agency hearing. Any action com-
menced for judicial review of such determination shall be
brought within sixty days aftes notification of such determina-
tiom.

(Subsection (a) snended Nov. 8, 1984, Public Law 98-602, gec.
501(3), 98 Stat. 3364.)

(Subesction (b)Y 2) amendsd Nov. 8, 1984, Public Law 98-620, sec.
501(4), 98 Stat. 3365.)

(Subgection (0)}{4) edded Nov. 8, 1984, Public Law 98-620, sec.
S501(4A), 98 Stat. 3365.) .

(Subzection (c)}{4) emendad Nov. &, 1984, Public Law98-620, sec.
501(5), 98 Swat. 3368.)

(Subsection (c){F) amended Nov. 8, 1984, Public Law 98-620, sec.
$01(6), 98 Stut. 336S.)

{Subsection (c){7) amended Nov. g, 1984, Public Law 98-620, sec.
S01(7), (B), 98 Star. 3366.)

{Subsection (f)(2) sdded Dec. 12, 1980, Public Law 96-517, sec.
6(s), 94 Stat. 3020.)

(Subsection (b)(3) amended Dec. 10, 1991, Public Law 102-204,
sec. 10, 10§ Stat. 1641.)

35 U.S.C. 203 March-in rights.

(1) With respect t0 any subject invention in which a small
business firm or nonprofit organization bas acquired title under
this chapter, the Federal agency under whose funding agree-
ment the subject invention was made shall have the right, in
accordance with such procedures as are provided in regulations
promulgated hereunder to require the contractor, an assignee or
exclusive licensee of a subject invention to grant a nonexclu-
sive, partially exclusive, or exclusive license in any field of use
to a responsible applicant or applicants, upon terms that are
reasonable under the circumstances, and if the contractor,
assignee, or exclusive licensee refuses such request, to grant
such a license itself, if the Federal agency determines that such

(a) action is necessary because the contractor or assignee
has not taken, or is not expected to take within a reasonable time,
effective steps to achieve practical application of the subject
invention in such field of use;

(b) action is necessary to alleviate beglth or safety needs
which are not reasonably satisfied by the contractor, assignee,
or their licensees;

(c) action is necessary to meet requirements for public use
specified by Federal regulations and such requirements are not
reasonably satisfied by the contractor, assignee, or licensees; or

(d) action is necessasy because the agreement required by
section 204 bas not been obtained or vaived or because a
licensee of the exclusive rightto use or sell any subjectinvention
in the United States is in breach of its agreement obtained
pursuant to section 204.

(2) A determination pursuant to this section or section
202(b)(4) shall not be subject to the Contract Disputes Act (41
U.S.C. § 601 etseq.). An administrative appeals procedure shall
be established by regulations promulgated in accordance with
section 206. Additionally, any contractor, inventor, assignee, or

L-24



PATENT LAWS

exclusive licensee adversely affecied by a determination under
this section may, at any time within sixty days after the determi-
nation is issved, file a petition in the United States Claims Coust,
which shall have jurisdiction to determine the appeal on the
record and (o affirm, reverse, remand or modify, as appropriate,
the determination of the Federal agency. In cases described in
paragraphs (a) and (c), the agency's detenmination shall be held
in abeyance pending the exhaustion of appeals or petitions filed
under the preceding sentence.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3022;
amended Nov. &, 1984, Public Law 98-620, sec. 501(9), 98 Stat. 3367.)

35 US.C. 204 Preference for United States industry.
Notwithstanding any other provision of this chapter, no
small business firm or nonprofit organization which receives
title to any subject invention and no assignee of any such smail
business firm or noapeofit organization shall grant 1o any pesson
the exclusive right to use or sell any subject inveantion in the
Uhnited States unless such person agrees that any products
embodying the subject invention or produced through the use of
the subject invention will be manufactured substantially in the
United States. However, in individual cases, the requirement for
such an agreement may be waived by the Federal ageacy under
whose funding agreement the invention was made upon a
showing by the small business firm, nonprofit organization, or
assignee that reasonable but unsuccessful efforis bave been
made to grant licenses on similar terms to potential licensees
that would be likely to manufacture substantially in the United
States or that under the circumstances domestic manufactuse is
not commercially feasible.

(Added Dec. 12, 1980, Public Lew 96-517, sec. 6(a), 94 Stat.
3023.)

35U.S.C. 265 Confidentiality.
Federal agencies are anthorized to withhold from disclosure
to the public information disclosing any invention in which the
“Federal Government owns of may own a right, title, or interest
(including anonexclusive license) for areasonable time in order
for a patent application 0 be filed. Furthermore, Federal agen-
cies shall not be reguired to release copies of any document
which is part of an application for patent filed with the United
States Patent and Trademark Office or with any foreign patent
office.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat.
3023.)

I5U.8.C. 206 Unlform clauses and regulstions.

The Secretary of Commesrce may issue regulations which
may be made applicable to kederal ageacies implementing the
provisions of sections 202 through 204 of this chapter and shall
establish standard funding agreement provisions required under
this chapter. The regulations and the standard funding agree-
ment shall be subject to public comment before their issuance.

(Amended Nov. &, 1984, Public Law 98-620, sec. $01(10), 98 Stat.
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35 U.S.C, 207 Domestic and foreign protection of
federally owned lnventions.

(a) Each Federal agency is authorized o --

(1) apply for, obtain, and maintain patents or other forms of
protection in the United States and in foreign countries oa
inveations in which the Federal Government owas a right, title,
or intesest;

(2) grant nosexclusive, exclusive, or partially exclusive
licenses under federally owned patent applications, pateats, or
other forms of protection obtained, royalty-free or for royalties
or other consideration, and on such terms and conditions,
including the grant (o the licensee of the right of enforcement
pursuant to the provisioas of chapter 29 of this title as detes-
mined appropriate in the public interest;

(3) undertake all other suitable and necessary steps
protect and administer rights 10 federally owned inventions on
bebalf of the Federal Government either direcily or through
coatract; and

(4) wansfer custody and administration, in whole or in past,
to another Federal agency, of the right, title, or interest in any
federally owned invention, .

(b) For the purpose of assuring the effective management of
Government-owned inventions, the Secretary of Commerce
authorized o --

(1) assist Federal agency efforts to promote the licensing
and wtilization of Government-owned inventions;

(2) assist Federal agencies in seeking protection and main-
taining inventions in foreign countries, including the payment
of fees and costs connected therewith; and

(3) consult with and advise Federal agencies as to areas of
science and technology research and development with poten-
tial for commercial wilization.

Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3023,
Amended Nov. 8, 1984, Public Law 98-620, sec. 501(11) 98 Stat.
3367.)

35 US.C. 208 Regulations governing Federal
licensing.

The Secretary of Commerce is authorized to promulgate
regulations specifying the terms and conditions upon which any
federally owned invention, other than inventioans owned by the
Tennessee Valley Authority, may be licensed on a nonexclu-
sive, partially exclusive, or exclusive basis.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat. 3024;
Amended Nov. 8, 1984, Public Law 98-620, sec. 501(12), 98 Stat.
3367.)

35 U.S.C. 209 Restrictions on licensing of federally
owned inventions.

(@) No Federal agency shall grant any license under a patent
or patent application on a federally owned invention unless the
person requesting the license has supplied the agency with a
plan for development and/or marketing of the invention, except
that any such plan may be treated by the Fedesal agency as
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commescial and financial information obtained from a person
and privileged and confidential and not subject to disclosure
under section 552 of title S of the United States Code.

(b) A Federal agency shall normally grant the right to use or
sell any federally owned inveation in the United States oaly to
alicensee that agrees thatany products embodying the invention
or produced through the use of the invention will be manufac-
tured substantially in the United States.

(cX1) Each Federal agency may grant exclusive or partially
exclusive licenses in any invention covered by a federally
owned domestic patent or patent application only if, after public
notice and opportunity for filing written objections, it is deter-
mined that --

(A) the interests of the Federal Government and the public
will best be served by the proposed license, in view of the
applicant’s intentions, plans, and ability to bring the invention
to practical application or otherwise promote the invention’s
utilization by the public;

(B) the desired practical application has not been
achieved, oris not likely expeditiously to be achieved, under any
nonexclusive license which has been granted, or which may be
granted, on the invention;

(C) exclusive or partially exclusive licensing is a reason-
able and necessary incentive to call forih the investment of risk
capital and expenditures (o bring the invention to practical
application or otherwise promote the invention’s utilization by
the public; and

(D) the proposed terms and scope of exclusivity are not
greater than reasonably necessary to provide the incentive for
bringing the invention 0 practical application or otherwise
promote the invention’s utilization by the public.

(2) A Federal agency shall not grant such exclusive or
partially exclusive license under paragraph (1) of this subsec-
tion if it deternines that the grant of such license will tend
substantially to lessen competition or result in undue concentra-
tion in any section of the country in any line of commerce to
which the technology to be licensed relates, or o create of
maintain other situations inconsistent with the antitrust laws.

(3) First preference in the exclusive or partially exclusive
licensing of federally owned inventions shall go to small busi-
ness firms submitting plans that are determined by the agency to
be within the capabilities of the firms and equally likely, if
executed, to bring the invention to practical application as any
plans submitted by applicants that are not small business firms.

(d) After consideration of whether the interests of the
Federal Government or United States industry in foreign com-
merce will be enbanced, any Federal agency may grant exclu-
sive or partially exclusive licenses in any invention covered by
a foreign patent application or patent, after public notice and
opportunity for filing written objections, except that a Federal
agency shall not grant such exclusive or partially exclusive
license if it determines that the grant of such license will tend
substantially to lessen competition or result in undve concentra-
tion in any section of the United States in any line of commerce
to which the technology to be licensed relates, or to create or
maintain other situations inconsistent with antitrust laws.

(¢) The Federal agency shall maintain a record of determi-
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nations (o grant exclusive or partisily exclusive licenses.

(f) Any grant of a Heense shall contain such terms and
conditons as the Federal agency determines appropriate for the
protection of the interests of the Federal Government and the
public, including provisions for the following:

(1) periodic reponting on the utilization or efiorts a2 obtain-
ing utilization that are being made by the licensee with particular
reference to the plan submitied: Provided, That any such infor-
magion may be treated by the Federal agency as commercial and
financial information obiained from aperson and privileged and
confidential and not subject to disclosure under section 552 of
title § of the United States Code;

(2) the right of the Federal agency toterminate such license
in whole or in past if it determines that the licensee is not
executing the plan submitied with its request for a license and
the licensee cannot otherwise demonstrate to the satisfaction of
the Federal agency that it has taken or can be expecied to take
within a reasonable time, effective steps to achieve practical
application of the invention;

(3) the right of the Federal agency to terminate such license
in whole or in part if the licensee is in breach of an agreement
obtained pursuant to paragraph (b) of this section; and

(4) the right of the Federal agency @ terminate the license
in whole or in part if the agency determines that such action is
necessary to meet requirements for public use specified by
Federal regulations issued after the date of the license and such
requirements are not reasonably satisfied by the licensee.

(Added Dec. 12, 1980, Public Law 96-517, sec. 6(a), 94 Stat.
3024.)

35 U.S.C. 210 Precedence of chapter.

(a) This chapter shall take precedence over any other Act
which would require a disposition of rights in subjectinventions
of small business firms or nonprofit organizations contractors in
amanner that is inconsistent with this chapter, including but not
pecessagily limited to the following:

(1) section 10(a) of the Act of June 29, 1935, as added by
title 1 of the Act of August 14, 1946 (7 U.S.C. 427i(a); 60 Stat.
1085);

(2) section 205(a) of the Act of August 14, 1946 (7U.S.C.
1624(a); 60 Stat. 1090);

(3) section 501(c) of the Federal Mine Safety and Health
Actof 1977 (30 U.S.C. 951(c); 83 Stat. 742);

(4) section 106(c) of the National Traffic and Motor Ve-
hicle Safety Act of 1966 (15 U.S.C. 1395(c); 80 Stat. 721);

(5) section 12 of the National Science Foundation Act of
1950 (42 U.S.C. 1871(a); 82 Stat. 360);

(6) section 152 of the Atomic Energy Act of 1954 (42
U.S.C. 2182; 68 Stat. 943);

(7) section 305 of the National Aeronautics and Space Act
of 1958 (42 US.C. 2457);

(8) section 6 of the Coal Research Development Act of
1960 (30 U.S.C. 666; 74 Stat. 337);

(9) section 4 of the Helium Act Amendments of 1960 (50
U.S.C. 167b; 74 Stat. 920);

(10) section 32 of the Arms Control and Disarmament Act
of 1961 (22 U.S.C. 2572; 75 Stat. 634);
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(11) subsection (¢) of section 302 of the Appalachian
Regional Development Act of 1965 (40 U.S.C. App. 302(e); 79
Stat. 5);

(12) section 9 of the Federal Noanuclear Energy Research
and Development Act of 1974 (42 U.S.C. 5901; 88 Stat. 1878);

(13) section 5(d) of the Consumer Product Safety Act (15
U.S.C. 2054(d); 86 Stat. 1211);

(14) section 3 of the Act of April §, 1944 (30 US.C. 323;
58 Stat. 191);

(15) section 8001(c)(3) of the Solid Waste Disposal Act(42
. U.S.C. 6981(c); 90 Stat. 2829);

(16) section 219 of the Foreign Assistance Act of 1961 (22
U.S.C. 2179; 83 Stat. 806);

(17) section 427(b) of the Federal Mine Health and Safety
Act of 1977 (30 U.S.C. 937(b); 86 Stat. 155);

(18) section 306(d) of the Surface Mining and Reclamation
Act of 1977 (30 U.S.C. 1226(d); 91 Stat. 455);

(19) section 21(d) of the Federal Fire Prevention and
Control Act of 1974 (15 U.S.C. 2218(d); 88 Stat. 1548),

) (20) section 6(b) of the Solar Photovoltaic Energy Research
Development and Demonstration Act of 1978 (42 US.C.
5585(); 92 Stat. 2516); ‘

(21) section 12 of the Native Latex Commercialization and
Economic Development Act of 1978 (7 U.S.C. 178(j); 92 Stat.
2533); and

(22) section 408 of the Water Resources snd Development
Actof 1978 (42 U.S.C. 7879; 92 Stat. 1360).

The Act creating this chapter shall be construed to take prece-
dence over any future Act unless that Act specifically cites this
Act and provides that it shall take precedence over this Act.

(b) Nothing in this chaptes is intended to alter the effect of
the laws cited in paragraph (a) of this section or any other laws
with respect to the disposition of rights in inventions made in the
performance of funding agreements with persons other than
nonprofit organizations or small business firms.

(c) Nothing in this chapter is intended to limit the anthority
of agencies ¢ agree to the disposition of rights in inventions
_made in the performance of work under funding agreements
with persons other than nonprofit organizations or small busi-
pess firms in accordance with the Statement of Government
Patent Policy issued on February 18, 1983, agency regulations,
or other applicable regulations o to otherwise limit the authoe-
ity of agencies to allow such persouns to retain ownership of
inventions, except that all funding agreements, including those
with other than small business firms and nonprofit organiza-
tions, shall include the requirements established in paragraph
202(c)X4) and section 203 of this title. Any disposition of rights
in inventions made in accordance with the Statement or imple-
menting regulations, including any disposition occurring before
enactment of this section, are bereby authorized.

(d) Nothing in this chapter shall be construed to require the
disclosure of intelligence sources or methods or (o otherwise
affect the authority granied to the Director of Central Intelli-
gence by statute or Executive order for the protection of intel-
ligence sources or methods.

(Subsection (¢c) amended Nov. 8, 1984, Public Law 98-620, ses.
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$03(13), 98 St 3367.)
{Subssction (d) added Dec. 12, 1980, Public Law9§-517, sec. 6{(a),
94 Stat. 3026.)

35U.8.C. 211 Relationship to antitrust laws.

Nothing in this chapter shall be deemed 0 convey to any
person immunity from civil oe criminal liability, or to create any
defenses 0 actions, under any antitrust law,

(AddedDec.12, 1980, PublicLaw 96-517, sec. 6(e), 94 Stat. 3027.)

3§ U.S.C. 212 Disposition of rights in educational
ewards.

No scholarship, fellowship, training grant, or other funding
agreement made by a Federal agency primarily 10 an awardee
for educational purposes will contain any provision giving the
Federal agency any rights 1o inventions made by the awardee.

(Added Nov. 8, 1984, Public Law 98-620, sec. S01(14), 98 Stat.
3368.)

PART III - PATENTS AND PROTECTION OF
PATENT RIGHTS

CHAPTER 25 - AMENDMENT AND CORRECTION OF
PATENTS
Sec.
251 Reissue of defective patents.
252 Effect of reisgue.
253 Disclaimer.
254 Certificate of correction of Petent and Trademerk Office misteke.
255 Certificate of cotrection of applicent’s mistake.
256 Cosrection of named inventor.

3§ U.S.C. 251 Relssue of defective putents.

Whenever any patentis, through error without any deceptive
intention, deemed wholly or partly inoperative or invalid, by
reason of a defective specification or drawing, or by reason of
the patentee claiming more or less then he had a right to claim
in the patent, the Commissioner shall, on the surrender of such
patent and the payment of the fee required by law, reissue the
patent for the invention disclosed in the original patent, and in
accordance with a new and amended application, for the unex-
pired part of the terin of the original patent. No new matter shall
be introduced into the application for reissve,

The Commissioner may issue several reissued patents for
distinct and separate parts of the thing patented, upon demand
of the applicant, and upon payment of the required fee for a
reissue for each of such reissued patents.

The provisions of this tide relating to applications for patent
shall be applicable to applications for reissue of a patent, except
that application for reissue may be made and sworm to by the
assignee of (be entire interest if the application does not seek to
enlarge the scope of the claims of the original patent,

No reissued patent shall be granted enlarging the scope of
the claims of the original patent unless applied for within two
years firom the grant of the original patent.
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35 US.C. 262 Effect of relsaue.

The surrender of the original patent shell tske effect upon the
issue of the reissued patent, and every reissued patent shall have
the same effect and operation in law, on the trial of actions for
causes (hereafier arising, as if the same had been originally
granted in such amended form, but insofar as the claims of the
original and reissued patents are identical, such surrender shall
not affect any action then pending nor abate any cause of action
then existing, and the reissued pateat, to the extent thatits claims
are identical with the original patent, shall constitute a continu-
ation thereof and have effiect continuously from the date of the
original patent.

No reissued patent shall abridge or affect the right of any
person of his successors in business who made, purchased or
used prior to the grant of a reissue anything patented by the
reissued patent, to continue the vse of, or to sell to others to be
used or sold, the specific thing so made, purchased or used,
unless the making, using or selling of such thing infringes a valid
claim of the reissued patent which was in the original patent. The
court before which such matier is in question may provide for
the continued manufacture, use or sale of the thing made,
purchased or used as specified, or for the manufacture, use or
sale of which subetantial preparation was made before the grant
of the reissue, and it may also provide for the continued practice
of any process patented by the reissue, practiced, or for the
practice of which substantial preparation was made, prior to the
grant of the reissue, © the extent and unar such terins as the
court deems equitable for the protection of investments made or
business commenced before the grant of the reissue.

35 US.C. 253 Disclaimer.

Whenever, without any deceptive intention, a claim of a
patent is invalid the remaining claims shall not thereby be
rendered invalid. A patentee, whether of the whole or any
sectional interest thesein, may, on payment of the fee required
by law, make disclaimer of any complete claim, stating thesein
the extent of his interest in such patent. Such disclaimer shall be
in writing and recorded in the Patent and Trademark Office, and
it shall thereafter be considered as part of the original patent to
the extent of the interest possessed by the disclaimant and by
those claiming under hien,

In like manner any patentee or applicant may disclaim or
dedicate to the public the entire term, or any terminal part of the
term, of the patent granted or to be granted.

(Amended Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

35 U.S.C. 284 Certificate of corvection of Patent and
Trademark Office mistake.

Whenever a mistake in a patent, incusred through the fault
of the Patent and Trademark Office, is cleasly disclosed by the
records of the Office, the Commissioner may issue a cestificate
of correction stating the fact and nature of such mistake, under
seal, without charge, (0 be recorded in the records of patents. A
printed copy thereof shall be attached to each printed copy of the
patent, and such certificate shall be considered as past of the
original patent. Every such patent, wgether with such certifi-

Rev. 14, Nov. 1992

MANUAL OF PATENT EXAMINING PROCEDURE

cate, shall have the same effect and operation in law on the trial
of actions for causes therealier arising as if the same had been
originally issued in such comected form. The Comumissioner
may issue a correcied patent without chasge in lieu of and with
like effect as a certificate of correction.

(Amended Jen. 2, 1975, Public Law 93-596, sec. 1, 88 Stat. 1949.)

38 US.C. 256 Certificate of corvection of
epplicant’s mistake.

Wheaever a mistake of & clerical oz typographical nature, or
of minor character, which was not the fanlt of the Patent and
Trademark Office, appears in a patent and a showing has been
made that such mistake occuzred in good faith, the Commis-
sioner may, upoa payment of the required fee, issue a centificate
of correction, if the correction does not involve such changes in
the patent a8 would coastitute new matter or would require re-
examination. Such patent, together with the cestificate, shall
bave the same effect and operation in law on the trial of actions
for causes thereafier arising as if the seme bad been originally
issved in such comected form.,

(Amended Jen. 2, 1975, Public Law 93-596, eec. 1, 88 Stat. 1949.)

38 US.C. 256 Correction of named inventor.

Whenever through error @ person is named in an issued
patent as the inventoe, or through efroe an inventor is not named
in an issued patent and such esror arose without any deceptive
intention on his part, the Commissioner may, on application of
all the parties and assignees, with peoof of the facts and such
other requirements as may be imposed, issue a certificate
correcting such ervor.

The error of omitiing inventors or naming persons who are
not inventors shall not invalidate the patent in which such emor
occusred if it can be comected as provided in this section, The
court before which such mauer is called in question may osder
correction of the patent on notice and hearing of all pasties
concerned and the Commissioner shell issue a certificate ac-
cordingly.

(Amended Aug. 27, 1982, Public Law 97-247, sec. 6(b), 96 Stat.
320.)

CHAPTER 26 - OWNERSHIP AND ASSIGNMENT
s&t
261 Owuerehip, sssignment,
262 Joint owness.

38 U.S.C. 261 Ownership; assignment.

Subject to the provisions of this title, patents shall have the
aributes of personal property.

Applications for patent, patents, or any interest thesein, shall
be assignable in law by en instrument in writing. The applicant,
petentee, or his assigns or legal representatives may in like
manner grant and convey an exclusive right under bis applica-
tion for patent, or patents, w0 the whole or any specified part of
the United States.

L-28



PATENT LAWS

A centificate of acknowledgment under the hand snd official
seal of a person authorized to administer oaths within the United
States, or, in & foreign country, of a diplomatic or consular
officer of the United States or an officer authorized to administer
oaths whose authority is proved by a certificate of a diplomatic
or consular officer of the United States, or apostille of an official
designated by & foreign country which, by treaty or conveation,
accords like effect 1o apostilles of designated officials in the
United States, shall be prima facie evidence of the execution of
an aasignment, grant or conveyance of a patentor application for
petent.

Anassignment, grant, or conveyance shall be void as egainst
any subsequent purchaser or mortgagee for a valusble consid-
eration, without notice, unless it is recorded in the Patent and
Trademark Office within three months from its date or perioe 10

the date of such subsequent purchase or montgage.

(Amended Jan, 2, 1973, Public Law 93-596, sec. 1, 88 Stat. 1949;
Aug. 27, 1982, Public Law 97-247, sec. 14(b), 96 Stat. 321.)

. 38U.S.C. 262 Joint owners.

In the absence of any agreement to the contrary, each of the
joint owners of a patent may meke, use or sell the patented
invention without the consent of and without accounting to the
other owners.

CHAPTER 27 - GOVERNMENT INTERESTS IN
PATENTS
Sec.

266 [Repadled.)
267 Time for taking action in Government applications.

35 U.S.C. 266 [Repealed.]
(Repealed July 24, 1965, Public Law 89-83, sec. 8, 79 Stat. 261.)

38 U.8.C. 267 Time for taking sction in Government
applications.

Notwithstanding the provisions of sections 133 and 151 of
this title, the Commissioner may extend the time for taking eny
action to three years, when an applicstion has become the
property of the United States and the bead of the appropeiate
deparunent or agency of the Government bas certified 1o the
Commissioner that the invention disclosed therein is important
to the armament or defense of the United States.

CHAPTER 28 - INFRINGEMENT OF PATENTS
Sec.
271 Infringement of patent,
272 Temporesy prosence in the Unltad States.

35U.8.C. 271 Infringement of patent.

(@) Except as otheswise provided in this ttle, whoever
without authosity makes, uses or sells any patented invention,
within the Unlted States during the term of the patent thesefor,
infringes the patent.

(b) Whoever actively induces infringement of a patent shall
be liable as an infringes.

(c) Whoever sells a component of & pateated machine,
manufacture, combination or composition, or & material or
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& matecial pert of the bm&m. knowing e m w he
especially made orespecially adepied for use in en infringement
of such patent, and not & staple anticle or commeodity of com-
merce sultable for substantial noninfringing use, shall be lisble
@ & contributory infringes.

(d) No patent owner otherwise eatitled to relief for infringe-
ment or coatributory infringement of a patent shall be denied
relief or deemed guilty of misuse or illegal extension of the
petent right by regson of his having done one or more of the
following: (1) derived revenue from acts which if performed by
another without his consent would constitute contributoey in-
fringement of the patent; (2) licensed or suthorized another %o
perfoem acts which if performed without his consent would
coastitute contributory infringement of the patent; (3) sought to
eaforce his patent rights against infringement or contributory
infringement; (4) refused o license or use any fights o the
patent; or (5) conditioned the license of any rights to the patent
or the sale of the patented product on the acguisition of a license
to rights in another patent or purchase of a separate product,
unless, in view of the circumstances, the patent owner has
masket power in the relevant market for the patent or patented
peoduct on which the license or sale is conditdoned.

(eX(1) It shall not be an act of infringement to make, use, or
sell & petented inventon (other than & new animal drug or
veterinary biological product (as those terms are used in the
Federal Food, Drug, and Cosmetic Act and the Act of March 4,
1913) which is peisnarily manufactured using recombinant
DNA, secombinant RNA, bybridoma technology, or other pro-
cesses involving site specific genetic manipulation techniques)
solely for uses reasonably related w the development and
submission of information under a Federal law which regulates
the manufacture, use, of sale of drugs or veterinary biological

(2) It shall be an act of infringement to submit --

(A) an application under section 505(j) of the Federal Food,
Drug, and Cosmetic Act or described in section S05(b)(2) of
such Act for a drug claimed in a patent or the use of which is
claimed in a patent, or

(B)an under section 512 of such Act orunder the
Act of March 4, 1913 (21 US.C. 151 - 158) for a drug or
veterinary biological product which is not primasily manufac.
tured using recombinant DNA, recombinant RNA, hybeidoma
technology, or other processes involving site specific genetic
manipulation techniques and which is claimed in s patent or the
use of which is claimed in a patent,

if the purpose of such submission is to obtain approval under
such Act to engage in the commercia manufacture, use, or sale
of a drug or veterinary biological product claimed in a patent or
the use of which is claimed in a patent before the expiration of
such patent.

(3) In any action for pateat infringement beought under this
section, no injunctive or other relief may be granted which
would prohibit the making, using, or seliing of & patented
invention under paragraph (1).

(4) For an act of infringement described in pasagraph (2)-

(A) the coust shall oeder the effective date of any approval
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of the drug or veterinary biological product involved in the
infringement to be & date which is not earlier than the date of the
expiration of the patent which has been infringed,

(B) injunctive relief may be granted against en infringes 0
prevent the commercial manufecture, use, or sale of an ap-
proved drug ot veterinary biological product, and

(C) damages or other mouetary relief may be awarded

against an infringer only if there has been commercial manufac-
ture, use, or sale of an approved drug or veterinary biological
product.
The remedies prescribed by subparagraphs (A), (B), and (C) are
the only remedies which may be granted by a court for an actof
infringementdescribed in paragraph (2), except that a courtmay
award attomey fees under section 28S.

(f)(1) Whoever without authority supplies or cauges o be
supplied in of from the United States all or a substantial portion
of the compoaents of a patented invention, where such compo-
nents are uncombined in whole or in pert, in such manner as
actively induce the combination of such components outside of
the United States in a manner that would infringe the patent if
such combination occurred within the United States, shall be
liable as an infringer.

(2) Whoever without authority supplies or causes o be
supplied in or from the United States any component of &
patented invention that is especially made or especially adapted
for use in the invention and not & staple article or commodity of
commerce suitable foe substantial noninfringing use, where
such component is uncombined in whole or in part, knowing
that such component is 6o made or adapted and intending that
such component will be combined outside of the United States
in a manner that would infringe the patent if such combination
occurred within the United States, shall be liable as an infringes.

(g) Whoever without authority imports into the United
States or sells or uses within te United States a prodact which
is made by & process patented in the United States shall be lisble
as an infringer, if the impostation, sale, or use of the product
oceurs during the term of such process patent. In an action for
infringement of a process patent, no remedy may be granted for
infringement on account of the noncommescial use or retail sale
of a product unless there is no adequate remedy under this title
for infringement on account of the importation or other use o¢
sale of that product. A product which is made by a patented
process will, for purposes of this title, not be considered to be so
made aftes --

(1) it is materially changed by subsequent processes; or

(2) it becomes a wivial and nonessential component of
another product.

(Subsection (d) amended Nov. 19, 1988, Public Law 100-703, Tide
I, sec. 201, 102 Stat. 4676.)

(Subssction () added Sept. 24, 1984, Public Law 98-417, sec. 202,
98 Stat, 1603.)

(Subsection () added Nov. &, 1984, Public Law 98-622, sec. 101,
98 Stat. 3383.)

(Subsection (g) added Aug. 23, 1988, Public Lew 100418, ssec,
9003, effective Feb, 23, 19€9.)

(Amended Nov. 16, 19€8, Public Lew 100-670, sec. 201(i), 102
Stat. 3971)

(Subsection (d) emended Nov. 19, 1988, Public Lew 100.703,
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Title 11, 0c. 201 102 Siat. 4676)
38 US.C. 272 Temporary presence in the United
Giates.

‘The use of eny invention in any vessel, aircrafi or vehicle of
any country which affords similer privileges to vessels, aircrafi
or vehicles of the United States, entering the United States
temporarily o accidentally, shall not constitute infringement of
any pasent, if the invention is used exclusively for the needs of
the vessel, sircraft or vebicle and is not sold in or used for the
manufacture of anything ¢ be sold in or exported from the
United States.

CHAPTER 29 - REMEDIES FOR INFRINGEMENT OF
PATENT, AND OTHER ACTIONS
Sec.
281 Remedy for infringemest of patent.
282 Presumption of validity; defenses.
283 Injunction.
284 Damages.
28S Avorney fess.
286 Time limitetion on damsges.
287 Limitastion on damages end other remedies; marking end notice.
288 Action for infringement of & patent containing en invelid claisn.
289 Addiuonﬂumodyfotmfﬁnp-ut of design patent.
290 Notice of pasent suits.

291 Interfering petents.
292 Felse masking.

293 Nonresident pateniles; sezvice end notice.
294 Voluntary esbitation.

295 Presumption: Product mads by patented process

35U.S.C.281 Remedy for infringement of patent.
A patentee shall have remedy by civil action for infringe-
ment of bis patent.

38U.S.C. 282 Presumption of validity; defenses.

A patent shall be presumed valid. Each claim of a patent
(whether in independent, dependent, or multiple dependent
form) shall be presumed valid independently of the validity of
other claims; dependent or multiple dependent claims shall be
presumed valid even though dependent upon an invalid claim.
The burden of establishing invalidity of a patent oe any claim
thereof shall rest on the party asserting such invalidity.

The following shall be defenses in any action involving the
validity or infringement of a patent and shall be pleaded:

(1) Noninfringemnent, absence of liability for infringement,
or unenforceability,

(2) Invalidity of the patent or any claim in suit on any
ground specified in past Il of this Udz as a conditdon for
patentability,

(3) Invalidity of the patent or any claim in sult for failure to
comply with any requirement of sections 112 or 251 of this title,
(4) Any other fact or act made a defense by this tde.

In actions involving the validity oe infringement of 8 patent
the party asserting invalidity or noninfringement shall give
notice in the pleadings or otherwise in writing to the adverse
pasty a2 least thirty days before the trial, of the country, number,
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date, and name of the patentee of any patent, the tide, date, and
page numbers of any publication (o be relied upon as anticipa-
tion of the patent in suit or, except in actions in the United Stases
Claims Court, as showing the state of the art, and the name and
address of any person who may be relied upon as the prior
inventoror as having prior knowledge of or as baving previously
used or offered for sale the inveation of the patent in suit. In the
absence of such notice proof of the said matters may notbe made
at the trial except oo such terms as the count requires.

Invalidity of the extension of a patent terin or any portion
+ thereof under section 156 of this title because of the material
failuge -

(1) by the applicant for the extension, or

(2) by the Commissiones,
to comply with the requirements of such section shall be a
defense in any action involving the infringement of a patent
during the period of the extension. of its tesmn and shall be
pleaded. A due diligence determination under section 156(d)(2)
is not subject to review in such an action.

(Amended July 24, 1968, Public Law 89-83, sec. 10, 79 Stat. 261;
Nov. 24, 1975, Public Law 94-131, sec. 10,89 Stat. 692; Sept. 24, 1984,
Public Law 98-417, sec. 203, 98 Stat. 1603.)

38§ 0.S.C. 283 Injunction.

The several courts baving jurisdiction of cases under this
title may grant injunctions in accordance with the principles of
equity to prevent the violation of any right secured by patent, on
such terms as the court deems reasonable.

35 U.S.C. 284 Dumages.

Upon finding for the claimant the coust shall award the
claimant damages adequate to compensate for the infringement
butin no event less that a reasonable royaity for the use made of
the invention by the infringer, together with interest and costs as
fixed by the coust. -

When the damages are not found by a jury, the court shall
assess them. In either event the count may increase the damages

“up to three times the amount found or assessed.

The court may receive expert testimony as an aid to the
determination of damages or of what royalty would be reason-
able under the circumstances.

36 U.S.C. 285 Attorney fees.
The court in exceptional cases may awasd reasonsble attor-
ney fees to the prevailing pasty.

35 0.8.C. 286 Time Umitation on damages.

Except as otherwise provided by law, no recovery shall be
bad for any infringement committed more than six yeass prior (0
the filing of the complaint or counteeclaim foe infringement in
the action.

In the case of claims against the United States Government
for use of a patented invention, the period before bringing suit,
up to six years, between the date of receipt of @ writien claim for
compensation by the department or agency of the Government
having authority (o seitle such claim, and the date of mailing by
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the Government of a notice o the ciaimant that his claim has
been denied shall not be counted as a part of the period referred
to in the preceding peragraph.

38 US.C. 207 Limitation on damages and other remedies;
marking end notice.

(a) Patentees, and persons making or selling any patented
asticle for or under them, may give notice to the public that the
same is patented, either by fixing thereon the word “patent” or
the abbreviation “pat.”, together with the number of the paient,
or when, from the character of the asticle, this can not be done,
by fixing o it, o¢ 1o the package wherein one or more of them is
contained, a label containing a like notice. In the event of failure
80 to mark, no demages shall be recovesed by the patentee in any
ection for infringement, except on proof that the infringer was
notified of the infringement and continued to infringe thereafier,
inwhich event damages may be recovered only for infringement
occusring after such notice. Filing of an action for infringement
ehall constitute such notice.

(bX1) An infringer under section 271(g) shall be subject
all theprovisionsof this title relating to damages and injunctions
except to the extent those remedies are modified by this subsec-
tion or section 9006 of the Process Patent Amendments Act of
1988. The modifications of remedies providedin this subsection
shall not be available to any person who -

(A) practiced the patented process;

(B) owns or controls, or is owned or controlled by, the
person who practiced the patented process; or

(O) bad kmowledge before the infringement that a
patented process was used to make the product the imporia-
tion, use, or sale of which constitutes the infringement,

(2) No remedies foe infringement under section 271(g) of
this title shall be available with respect to any product in the
possession of, or in transit (o, the person subject to liability
under such section before that person had notice of infringement
with respect to that product. The person subject to lability shall
bear the burden of proving any such possession or transit.

(3XA) In making a determination with respect to the remedy
in an action brought for infringement under section 271(g), the
court ghall consider =

(i) the good faith demonstrated by the defendant with
respect (o a request foe discloeure;
(i) the good faith demonstrated by the plaintff with
respect to a request for disclosure, and
(iii) the need to restore the exclusive rights secured by
the patent,
(B) For purposes of subparagraph (A), the following are
evidence of good faith:
() arequest for discloscre made by the defendant;
(i) a response within a reasonable time by the person
recelving the request for disclosure; end
(idl) the submission of the response by the defendant to
the manufacturer, or if the manufacturer is not known, to the
supplies, of the product 1o be purchased by the defendant,
together with a request for a written statement that the
processclaimed in any patent disclosed in the response is not
used o produce such product.
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The failure ¢ perform any acts described in the preceding
sentence is evidence of absence of good faith unless there are
mitigating circumstances, Mitigating circumstances include the
case in which, due (o the nature of the product, the number of
sources for the product, or like commercial circumstances, 8
request for disclosure is not necessary or practicable to avoid
infringement,

(4XA) For purposes of this subsection, a "request for
disclosure™ means a writien request made 0 a person then
engaged in the manufacture of a product to identify all process
pateats owned by or licensed to thas person, as of the time of the
request, that the person then reasonably believes could be
asserted to be infringed under section 271(g) if that product were
imported into, or sold o used in, the United States by an
unanthorized person. A request for disclosure is further limited
to a request -~

(i) which is made by a person regulasly engaged in the
United States in the sale of the type of products as those
manufactured by the person (0 whom the request is directed,
or which includes facts showing that the person making the
request plans to engage in the sale of such products in the
United States;

(ii) which is made by such person before the person's
first importation, use, or sale of units of the product pro-
duced by an infringing process and before the person had
notice of infringement with respect to the product; and

(iii) which includes a representation by the person
making the request that such person will promptly subimit
the patents identified pursuant to the reguest to the manufac-
turer, of if the manufacturer is not known, (0 the supplier, of
the product w be purchased by the person making the
requess, and will request from that manufacturer oe supplier
a writien statement that none of the processes claimed in
those patents is used in the manufacture of the product.
(B) In the case of a request for disclosure received by a

person to whom a patent is licensed, that person shall either
identify the patent or promptly notify the licensor of the request
for disclosure.

(C) A person who has marked, in the manner prescribed by
subsection (), the number of the process patent on all products
made by the patented process which have been sold by that
person in the United States before a request for disclosure is
received is not required (o respond to the request for disclosure,
For purposes of the preceding sentence, the term "all products”
does not include products made before the effective date of the
Process Patent Amendments Act of 1988,

(5XA) For purposes of this subsection, notice of infringe-
mentmeans actual knowledge, or receipt by aperson of a writien
notification, or a combination thereof, of information sufficient
to persuade a reasonable person that it is lkely that a product
was made by a process patenied in the United States.

(B) A writien notification from the patent holder charging
a person with infringement shall specify the patented process
alleged 10 have been used and the reasons for a good faith belief
that such process was used. The patent bolder shall include inthe
notification such information as is reasonably necessary 0
explain fairly the patent holder's belief, except that the patent
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(C) A person who receives a writien notificat
mwm«:mwwamm
disclosure described in peragraph (4) shall be deemed ¢o have
notice of infringement with respect to any patent referred o in
such writien notification or response unless that person, absent
mitigating cirCumstances--

() promptly transmits the written notification or re-
spoase o the manufacturer of, if the manufacturer is not
known, 10 the supplier, of the product purchased or to be
purchased by that pesson; and

(i) receives & written staternent from the manufactuser
or supplier which on its face sets forth & well grounded
factual basis for a belief that the identified patents are not
(D) For purposes of this subsection, a person who obtains 8

product made by a process patented in the United States in a
quantity which is abnormally large in relation to the volume of
business of such person or an efficient inventory level shall be
rebuttably presumed to bave actual knowledge that the product
was made by such patented process,

(6) A person who receives a response 0 a request for
disclosure under this subsection shall pay to the person (o whom
the request was made a reasonable fee 1o cover actual costs
incusred in complying with the request, which may not exceed
the cost of 8 commercially available automated patent seasch of
the matter involved, but in no case more than $500.

(Amended Auvgust 23, 1988, Public Law 100-418, effective date
Feb. 23, 1989)

35U.S.C. 288 Action for Infringement of & patent
containing en invelid clafm.

Whenever, without deceptive intention, a claim of & patent
is invalid, an action may be maintained foe the infringement of
a claim of the patent which may be valid, The patentse shall
recover no costs unless & disclaimer of the invalid claim bas
been entered at the Patent and Trademark Office before the
commencement of the suit.

(Amended Jan. 2, 1975, Public Law 93-896, sec. 1, 88 Stat. 1949.

35U.S.C. 289 Additional remedy for infringement of
design patent.

Whoever during the tenn of a patent for a design, without
license of the owner, (1) applies the patented design, or any
colorable imitation thereof, to any article of manufacture for the
purpose of sale, of (2) sells or exposes for sale any article of
manufacture o which such design or colorable imitation has
been applied shall be liable to the ownes 1o the extent of his total
profit, but not less than $250, recoverable in any United States
district court baving jurisdiction of the pasties.

Nothing in this section shall prevent, lessen, of impeach any
other remedy which an owner of an infringed patent has undes
the provisions of this tide, but be shall not twice recover the
profit made from the infringement.
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35 U.S.C. 290 Notice of patent sults.

The clerks of the cousts of the United States, within one
month after the filing of an action under this titie shall give
notice thereof in writing o the Commissioner, setting forth so
far as known the names and addresses of the parties, name of the
inventor, and the designating number of the patent upon which
the action has been brought. If any other patent is subsequently
included in the action be shall give like notice thereof, Within
one month afier the decision is rendered or g judgmentissued the
cletk of the court shall give notice thezeof to the Commissiones.
The Commissioner shall, on receipt of such notices, enter the
- same in the file of such patent.

IS US.C. 291 Interfering patents.

The owner of an interfering patent may have relief against
the owner of another by civil action, and the court may adjudge
the question of validity of any of the interfering patents, in whole
or in past. The provisions of the second paregraph of section 146
of this title shall apply to actions brought under this section.

. 38US.C. 292 False marking.

(a) Whoever, without the consent of the pateatee, marks
upon, or affixes to, or uses in advertising in connection with
anything made, used, or sold by bim, the name or any imitation
of the name of the paentee, the patent number, or the words
“patent,” “patentee,” or the like, with the intent of counterfeiting
or imitating the mark of the patentee, or of deceiving the public
and inducing them to believe that the thing was made or sold by
or with the consent of the patentee; or

Whoever marks upon, or affines to, or uses in advertising in
connection with any unpateated article, the word “patent” or
any word or number importing the same is patented, for the
purpose of deceiving the public; or

Whoever marks upon, o affixes to, or uses in advertising in
conpection with any article, the words “patent applied for,”
“patent pending,” or any word importing that an application for
patent has been made, when no application for patent has been
made, or if made, isnot pending, for the purpose of deceiving the
public -

Shall be fined not more than $500 for every such offense.

(b) Any person may sue for the penalty, in which event one-
halif shall go the person suing and the other o the use of the
United States.

35 U.S.C. 293 Nenresident patentes; service and
notice.

Every patentee not residing in the Unlted States may file in
the Patent and Trademark Office a written designation stating
the name and address of a person residing within the United
States on whom may be served process or notice of proceedings
affecting the patent or rights thereunder. If the person desig-
nated cannot be found at the address given in the last designa-
tion, or if no person has been designated, the United States
District Count for the District of Columbia shall have jusisdic-
tion and summons shall be served by publication orotherwise as
the court directs. The coust shall bave the same jurisdiction to
take eny action respecting the patent or rights thereunder that it
would have if the patentee were personally within the jurisdic.
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295
tion of the court.

(Ameaded Jan. 2, 1975, Public Law 93-396, sec. 1, 88 Stat, 1949.).

38US.C. 294 Voluntary arbitration.

(a) A contract involving a patent or eny right under a patent
may contein a peovision requiring arbitration of eny dispute
relating to patent validity or infringement erising under the
contract. In the sbeence of such a provision, the parties o an
existing patent validity or infringement dispute may agree in
writing to settle such dispute by arbitraticn. Any such provision
or agreement shall be valid, irrevocable, and enforceable, ex-
cept for any grounds thet exist at law or in equity for revocation
of a contract.

(b) Asbitration of such disputes, awards by arbitrators and
confirmation of awards shall be governed by tide 9, United
States Code, 0 the extent such title is not inconsistent with this
section. In any such arbitretion proceeding, the defenses pro- -
vided for under section 282 of this title shall be considered by the
arbitrator if raised by any party (0 the proceeding.

(c) An award by an arbitrator shall be final end binding
between the parties to the arbitration but ehall have uo force or
effect on eny other person. The pasties to an arbitration may
agree that in the event a patent which is the subject matter of an
award is subsequently determined to be invalid or unenforce-
able in ajudgment rendered by & coust to competent jurisdiction
from which no appeal can or has been taken, such award may be
modified by any coust of competent jurisdiction upon applica-
tion by any party to the arbitratidh. Any such modification shall
govern the rights and obligations between such parties from the
date of such modification.

(d) When an award is made by an arbltrator, the patentee, his
assignee or licensee shall give notice thereof in writing to the
Commissioner. There shall be a separate notice prepared for
each patent involved in such proceeding. Such notice shall set
forth the names and addresses of the pasties, the name of the
inventos, and the name of the patent owne, shall designate the
number of the patent, and shall contain a copy of the award, If
an award i modified by a court, the pasty requesting such
modification shall give notice of such modification o the
Commissioner. The Commissioner shall, upon receipt of either
notice, enter the same in the record of the prosecution of such
patent, If the required notice is not filed with the Commissioner,
any pasty to the proceeding may provide such notice o the
Commissioner.

(e) The award shall be unenforceable until the notice re-
quired by subsection (d) is received by the Commissioner,

(Added Aug. 27, 1982, Public Law 97-247, see. 17(b)(1), 96 Stat.
322')

35 U.8.C. 295 Presumption: Product made by patented

process,
In actions elleging infringement of aprocess patent based on
the importation, sale or use of & product which is made from a

process patented in the Unlted States, if the court finds--
(1) that a substantial likelihood exists that the product
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was made by the patented process, and
(2) that the plaintiff has made & reasonsble effost W
determine the process actually used in the production of the
product and was unable 0 to determine,
the product shall be presumed to have been 8o made, and the
burden of establishing that the product was oot made by the
peocess shall be on the pasty asserting that it was not 8o made.
(Added August 23, 1988, Public Law 100-418, sec.9003, effective
Feb. 23, 1989)

CHAPTER 30 - PRIOR ART CITATIONS TO OFFICE
* AND REEXAMINATION OF PATENTS
Sec.
301 Citation of prioe ast.
302 Request for resxaminsation.
303 Determination of {ssus by Commissioner.
304 Reenamination ordes by Commissionss.
305 Conduet of reexamination proceedings.

306 Appeal.
307 Certificate of patentability, unpatentability, and cleim
cancellalion.

35 U.S.C. 301 Citation of prior ast.

Any person at any time may ciietothe Office in writing prior
art consisting of patents or peinted publications which that
perzon believes (o have a bearing on the patentability of any
claim of  particular patent. If the person explains in writing the
pertinency and manner of applying such prior art to at least one
claim of the patent, the citation of such prior ant and the
explanation thereof will become & part of the official file of the
patent. At the written request of the person citing the prior art,
bis or her identity will be excluded from the patent file and kept
confidential,

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3015.)

3§ U.S.C. 302 Reqguest for reexamination.

Any person at any time may file a request for reexamination
by the Office of any claim of a patent on the basis of any peior
art cited under the provisions of section 301 of this title. The
request mustbein writing end must be accompanied by payment
of a reexamination fee established by the Commissioner of
Patents pursuant to the provisions of section 41 of thds title. The
request must set forth the pertinency end manner of applying
cited prior ant to every claim for which reexamination is re-
quested. Unless the requesting person is the owner of the patent,
the Commissioner prompdly will send a copy of the request i
the owner of record of the patent.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3015.)

38 U.S.C. 363 Determination of {ssus by
Commnlesioner.

(a) Within three months following the filing of a request for
reexamination under the provisions of section 302 of this tide,
the Commissioner will determine whether a substantial new
question of patentabllity affecting any clalm of the patent
concemed is raised by the request, with or without consideration
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and sny time, the Comm may
mmmmwmmkmwmm
publications discovered by him or cited under the provisions of
section 301 of this dde,

®) A recoed of the Commissioner’s determination under
subsection (a) of this section will be placed in the officisl file of
the patent, end a copy promptly will be given or mailed to the
owner of record of the patent and (o the person requesting
reexamination, if any.

(c) A determination by the Commissioner pursuant (0 sub-
section (8) of this section that no substantial new question of
petentability has been raised will be final and nonappealable.
Upon such a determination, the Comumissioner may refund a
portion of the reexsmination fee reguired under section 302 of
this tde.

(Added Dee. 12, 1980, Public Law 96-517, sec. 1, 94 Stat. 3015.)

35 US.C. 304 Reexamination order by
Commlssioner.

If, in & determination made under the provisions of subsec-
tion 303(a) of this tde, the Commissioner finds that a substan-
tial new question of patentability affecting any claim of a patent
is raised, the determination will include en order for reexaming-
tion of the patent for resolution of the question. The patent
owner will be given a reasonable period, not less than two
months from the date a copy of the determination is given or
mailed to him, within which he may file 8 statement ob such
question, including eny amendment to his patent and new claim
or claims be may wish (o propoee, for consideration in the
reexamination. 1f the patent owner flles such a statement, be
promptly will serve a copy of it on the person who has requested
reexamination under the provisions of section 302 of this ttle.
Within a period of two months from the date of service, that
person may file end have considered in the reexamination a
reply o any statement filed by the patent owner. That person
promptly will serve on the patent owner & copy of any reply
filed,

(Added Dec. 12, 1980, Public Lew 96-317, ssc. 1, 94 Stat. 3016.)
35U.8.C, 305 Conduct of resxomination

proceedings.

Afier the dmes for filing the statement and reply provided
for by section 304 of this dtle have expired, reexaminstion will
be conducted according to the procedures established for inital
examination under the provisions of sections 132 and 133 of this
title. In any reexaminstion proceeding under this chaples, the
patent owner will be permitted to peopose any amendment to bis
patent and & new claim or claims thereto, in onder to distinguish
the invention as claimed from (he peior est cited under the
provisions of section 301 of this tidle, or inresponse o adecision
adverse (o the patentability of a claim of & patent. No proposed
amended or new claim enlarging the scope of & cleim of the
patent will be permitied in & reexamingtion proceeding under
this chapier. All reexamination proceedings undeg this secton,
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hwlu&ngmywdmmenwdofwwm
Interferences, will be conducted with special dispetch within the
Office.

(Added Dsc. 12, 1980, Public Lew 96-S17, sec. 1, 94 Stat. 3016;
umended Nov. B, 1984, Public Law 98-622, sec. 204(c), 98 Stat, 3388.)

35 U.S.C. 306 Appeal.

The patent owner involved in & reexamination proceeding
under this chapter may appesl under the provisions of section
134 of his title, and may seck coust review under the provisions
of sections 141 to 145 of this title, with respect to any decision
adverse to the patentability of any original or proposed amended
or new claim of the patent.

(Added Dec. 12, 1980, Public Lew 96-517, sec. 1, 94 Stat. 3016.)

3§ U.S.C. 307 Certificate of patentability,
unpatentability, end clalm cancellation.
. (2) In a reexamination proceeding under this chapter, when
the time for appeal has expired or any appeal proceeding has
terminated, the Commissioner will issue and publish a certifi-
cate canceling any claim of the patent finally determined to be
unpatentable, confirming any claim of the patent determined to
be patentable, and incorporating in the patent any proposed
amended or new claim determined o be patentable.

(b) Any proposed amended or new claim detenmined (o be
patentable and incorporated into a patent following a reexami-
nation proceeding will have the same effect as that specified in
section 252 of this title for reissued patents on the right of any
person whomade, purchased, or used anything patented by such
proposed amended or new claim, or who made substantial
preparation for the same, prior © issuance of a certificate under
the provisions of subsection (a) of this section.

(Added Dec. 12, 1980, Public Law 96-517, sec. 1,94 Stat. 3016.)
_ PART IV - PATENT COOPERATION TREATY

CHAPTER 35 - DEFINITIONS

See.
351 Definitions.

36 U.S.C. 351 Definltions.

When used in this past unless the context otherwise indi-
Calggomn

(a) The termm “treaty” means the Patent Cooperation Treaty
done at Washington, on June 19, 1970,

(b) The term “Regulations”, when capitalized, means the
Regulations under the treaty, done at Washington on the same
date as the treaty. The tesm “regulations”, when not capitalized,
means the regulations established by the Commissioner under
this tide.

() The tesm “international application” means an applica-
tion filed under the Weaty.

Patent and Trademask Office when it is acting as a Receiving
Office under the treaty, irrespective of whetherornot the United
States has been designated in that intermational application,

(e) The term “international spplication designating the
United States™ means an intemational application specifying
the United States as a country in which a patent is sought,
regardiess where such intemationsl application is filed.

() The term “Receiving Office” means a national patent
office or intergovernmental organization which receives and
mmhmmmﬂappﬁaﬁomasmscﬁbedbymemty
ad the

() The terms “Intunmom Searching Authority” and
“International Preliminary Examining Authority” mean & na-
tional patent office or intergovernmental organization as ap-
pointed under the treaty which processes internationsl applica-
tioas as prescribed by the treaty and the Regulations.

(b) The term “International Burean” means the international
intergovernmental organization which is recognized as the
coordinating body under the treaty and the Regulations.

(i) Terms and expressions not defined in this part are to be
taken in the sense indicated by the treaty and the Regulations.

{Added Nov. 14, 1978, Public Law 94-131, sec. 1, 89 Stat. 685;
amended Nov. 6, 1986, Public Law 99-616, sec. 2 (a)b}eX(1X2)X(3),
effective July 1, 1987.)

CHAPTER 36 - INTERNATIONAL STAGE
Sec.
361 Receiving Office.
362 Internstions) Searching Authority end Internationel Preliminary
Examining Authority.
363 Internations) spplication designating the United States: Effect.
364 Internstional stage: Procedure.
365 Right of priority; benefit of the filing date of a prior application.
366 Withdrawn interoational spplication.
367 Actions of other authorities: Revisw,
368 Secrecy of certain inventions; filing international applications in
foreign countries.

35 U.S.C. 361 Recelving Office.

() The Patentand Trademark Office shall actas aReceiving
Office for international applications filed by nationals or resi-
dents of the United States. In accordance with any agreement
made between the United States and another country, the Patent
and Trademark Office may also act as a Receiving Office for
international applications filed by residents or nationals of such
country who are entitled to file international applications.

(b) The Patent and Trademark Office shall perform all acts
connected with the discharge of duties required of a Receiving
Office, including the collection of intemational fees and their
transmittal to the International Burean.

(c) International applications filed in the Patent and Trade-
mark Office shall be in the English language.

(d) The international fee, and the trensmittal and search fees
prescribed under section 376(a) of this past, shall either be paid
on filing of en international application or within such later time

(@) The term “international application originating in the as may be fixed by the Commissione.
United States” means an international application filed in the
L. 3§ Rev, 14, Nov. 1992
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36%Addcd Nov. 14, 1978, Peblic Law 94-131, sec. 1, 89 Stat. 686;
amended Nov. 8, 1984, Public Law 98-622, sec. 401(2), 98 Stat. 3391;
Nov. 6, 1986, Public Law 99-616, sec. 2 (d), effective July 1, 1967.)

ISUS.C. 362 International Searching Authority and
Internstional Preliminery Exumining Authority.

(3) The Patent and Trademark Office may act as an Interna-
tional Searching Authority and International Preliminary Ex-
amining Authority with respect to intemational applications in
accordance with the terms and conditions of an agreement
which may be concluded with the Intemnational Burean, and
may djscharge all duties required of such Authorities, including
the collection of bandling fees and their transmitial to the
International Bureau.

(b) The handling fee, preliminary examination fee, and any
additional fees due for international preliminary examination
shall be paid within such time as may be fixed by the Comunis-
sioner.

(Added Nov. 14, 1978, Public Law 94-131, sec. 1, 89 Stat. 686;
amended Nov. 6, 1986, Public Law 99-616, ssc. 4, effective July 1,
1987.)-

35 U.S.C. 363 International application designating
the United States: Effect.

An international application designating the United States
shall have the effect, from its intemational filing date under
article 11 of the treaty, of a national application for patent
regularly filed in the Patent and Trademark Office except as
otberwise provided in section 102(e) of this title.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 686.)

3§ US.C. 364 International stage: Procedure.

(a) Imternational spplications shall be processed by the
Patentand Trademark Office when acting as a Receiving Office,
International Searching Authority, or International Preliminary
Examining Authority in accordance with the applicable provi-
sions of the treaty, the Regulations, and this title.

(b).An applicant’s failure to act within prescribed time limits
in connection with requirements pertaining 0 a pending intes-
national application may be excused upon a showing satisfac-
tory to the Commissioner of unavoidable delay, to the extent not
precluded by the treaty and the Regulations, and peovided the
conditions imposed by the treaty and the Regulations regarding
the excuse of such failure to act are complied with.

(Subsection (a) amended Nov. 6, 1986, Public Law 99-616, sec. §,
effective July 1, 1987.)

(Subsection (b) added Nov. 14, 1975, Public Law 94-131, zec. 1,
89 Stat. 686.)

35 US.C. 365 Right of priority; benefit of the filing
date of a prior epplication.

(a) in accordance with the conditions and requirements of
section 119 of this title, a national application shall be emtitled
o the right of pricrity based on a prior filed international
application which designated at least one country other than the
United States.

Rev. 14, Nov, 1992

(b) Inaccordance with the conditions and requi
firet paragraph of section ll9ofm&demdmmmdthe
Regulations, an international application designating the
United States shall be entitled to the right of priority basedon a
peior foreign application, or a prior intemational spplication
designating at least one country other than the United States.

(©) In accordamce with the conditions and requirements of
section 120 of this title, an international application designating
the United States shall be entitied to the benefit of the filing date
of aprios national application or aprior international application
designating the United States, snd anational application shall be
entitled to the benefit of the filing date of a prior international
application designating the United States. If sny claim for the
benefit of an earlier filing date is based on a prior international
application which designated but did not originate in the United
States, the Commissioner may require the filing in the Patent
and Trademark Office of a certified copy of such gpplication
together with a transiation thereof into the Englich lsnguage, if
it was filed in another language.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 686.)

35 U.S.C. 366 Withdrawn international application.

Subject to section 367 of this part, if an international appli-
cation designating the United States is withdrawa or considered
withdrawn, either generally or as to the United States, under the
coaditions of the treaty and the Regulations, before the appli-
cant has complied with the applicable requirements prescribed
by section 371(c) of this part, the designation of the United
States shall have no effect after the date of withdrawal and shall
be considered as not having been made, unless a claim for
benefit of a prioe filing date under section 365(c) of this section
was made in a national application, or an international applica-
tion designating the United States, filed before the date of such
withdrawal. However, such withdrawn international applica-
tion may serve as the basis for a claim of priority under section
365 (a) and (b) of this part, if it designated a country other than
the United States.

(Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 687; Amended
Nov. 8, 1984, Public Law 98-622, sec. 401(b), 98 Stat. 3391.)

35U.8.C. 367 Actions of other suthorities: Review.

(a) Where a Receiving Office other than the Patent and
Trademark Office bas refused to accoed an international filing
date o an international application designating the United
States or where it has beld such application to be withdrawn
either generally or as to the United States, the applicant may
request review of the matter by the Commissioner, oa compli-
ance with the requirements of and with:n the time limits speci-
fied by the treaty and the Regulations. Such review may result
in a determination that such application be considered as pend-
ing in the national stage.

(b) The review under subsection (2) of this section, subject
to the same requirements and conditions, may also be requested
in those instances where an intemational application designat-
ing the United Seates is considered withdrawn due to a finding

L-36



PATENT LAWS

by the International Burean under article 12(3) of the treaty.
(Added Nov. 14, 1975, Public Law 94-131, esc. 1, 89 Stat. 687.)

35 U. 8.C. 368 Secrecy of certain inventions; filing interna-
tional applications in foreign countries.

(2) International applications filed in the Patent and Trade-
mark Office shall be subject to the provisions of chapter 17 of
this tite.

(b) In accordance with article 27(8) of the treaty, the filing

. of an international application in a country other than the United
States on the invention made in this country shall be considered
to constitute the filing of an application in a foreign country
within the meaning of chapter 17 of this title, whether or not the
United States is designated in that inteenational application.

(c) If a license to file in a foreign country is refused or if an
international application is ordered to be kept secret and apermit
refused, the Patent and Trademark Office when acting as a
Receiving Office, International Searching Authority, or Inter-
national Preliminary Examining Authority, may not disclose

" the contents of such application to anyone not authorized to
receive such disclosure.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 687;
amended Nov. 6, 1986, Public Law 99-616, sec. 6, effective July 1,
1987.)

CHAPTER 37 - NATIONAL STAGE
Sec.
371 National stege: Commencement.
372 National stage: Requirements and procedure.
373 Improper Applicant.
374 Publication of intemational spplication; Effect.

37S Petent issued on intemational epplication: Effect.
376 Fees.

35 U.8.C. 371 Nationsl stage: Conumencement.

(a) Receipt from the International Bureau of copies of

international applications with any amendments to the claims,

"international search reports , and intemational preliminary
examination reports including any annexes thereto may be
reguired in the case of intemational applications designating or
electing the United States.

(b) Subject to subsection (f) of this section, the national stage
shall commence with the expiration of the applicable time limnit
under asticle 22 (1) or (2), or under asticle 39(1)(a) of the treaty.

(c) The applicant shall file in the Patent and Trademark
Office —

(1) the national fee provided in section 41(a) of this tidle;

(2) a copy of the international application, unless not
required under subsection (a) of this section or already commu-
nicated by the International Bureau, and a translation into the
English language of the international application, if it was filed
in another language;

(3) amendments, if any, to the claims in the intemational
application, made under asticle 19 of the weaty, unless such
amendments have been communicated to the Patent and Trade-
mark Office by the International Bureau, and a translation into
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the English language if such amendments were made in another

(4) an oath or declaration of the inventor (or other person
authorized under chapier 11 of this tide) complying with the
requirements of section 115 of this tithe and with regulations
prescribed for caths or declarations of applicants;

(5) a ranslation into the English language of any annexes t0
the international preliminary examination repost, if such an-
nexes were made in another language.

(d) The requirement with respect to the national fee referred
to in subsection (c)(1), the wanslation referred to in subsection
(c)(2), and the cath or declaration refesred to in subsection (C)4)
of this section shall be complied with by the date of the
commencement of the national stage or by such later time as
may be fixed by the Commissioner. The copy of the interna-
tional application referred o in subsection (c)(2) shall be
submitted by e date of the commencement of the national
stage. Failure to comply with these requirements shall be
regarded as abandonment of the application by the parties
thereof, unless it be shown  the satisfaction of the Comunis-
sioner that such failure w0 comply was unavoidable. The pay-
mentof a surcharge may be required as a condition of accepting
the national fee referred to in subsection (c)(1) or the cath or
declaration referred 1 in subsection (c)(4) of this section if these
requirements are not met by the date of the commencement of
the national stage. The requirements of subsection (c)(3) of this
section shall be complied with by the date of the commencement
of the national stage, and failure to do so shall be regarded as a
cancellation of the amendments to the claims in the international
application made under asticle 19 of the treaty. The requirement
of subsection (c)XS) shall be complied with at such time as may
be fixed by the Commissioner and failure to do so shall be
regarded as cancellation of the amendments made under article
34(2)(b) of the treaty.

(e) After an international application has entered the na-
tional stage, no patent may be granted or refused thereon before
the expiration of the applicable time limit under article 28 or
article 41 of the treaty, except with the express consent of the
applicant. The applicant may present amendments to the speci-
fication, claims, and drawings of the application after the
national stage has commenced.

(f) At the express request of the applicant, the national stage
of processing may be commenced at any time at which the
application is in order for such purpose and the applicable
requirements of subsection (c) of this section have been com-
plied with.

(Subssection (a) amended Nov. 6, 1986, Public Law99-616, sec.
7(a).)

(Subsection (b) amended Nov. 6, 1986, Public Law 99-616, sec.
7®))

(Subsection (c) amended Nov. 6, 1986, Public Law 99-616, sec.
7(d))

(Subssction (d) amended Nov. 6, 1986, Public Law 99-616, sec.
7(e).)

(Subsection (e) emended Nov.
7().)

(Subsection (f) edded Nov. 14, 1975, Public Law 94-131, sec. 1,89

6, 1986, Public Law 99-616, sec.
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Stat. 688; amended Nov. 8, 1984, Public Law 98-622, sec. 402(b), 98
Stat. 3391.)

(Subsaction (c)(1) emended Dec. 10, 1991, Public Law 102-204,
sec. 5, 103 Stat. 1640.)

35 U.S.C. 372 National stage: Reguirements and
are.

(a JAll questions of substance and, within the scope of the
requirements of the treaty and Regulations, procedure in &a
international application designating the United States shall be
determined as in the case of national applications regularly filed
in the Patent and Trademark Office.

(b) In case of international applications designating but not
originating in, the United States - -

(1) the Commissioner may cause to be reexamined ques-
tions relating to form and contents of the application in accor-
dance with the requirements of the treaty and the Regulations;

(2) the Commissioner may canse the question of unity of
invention to be reexamined under section 121 of this title, within
the scope of the requirements of the treaty and the Regulations;
and

(3) the Commissioner may require a vegification of the
translation of the internstional application or any other doce-
ment pertaining to the application if the application or other
document was filed in a language other than English.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, §9 Stat. 689;

amended Nov. 8, 1984, Public Law 98-622, sec. 402(¢), 98 Stat. 3392.)

35 US.C. 373 Improper Applicant.

An international application designating the United States,
shall not be accepted by the Patent and Trademark Office for the
national stage if it was filed by anyone not qualified under
chapter 11 of this title to be an applicant for the purpose of filing
a national application in the United States. Such international
applications shall not serve as the basis for the benefit of an
earlier filing date under section 120 of this title in a subsequently
filed application, but may serve as the basis for a claim of the
right of priority under section 119 of this title, if the United
States was not the sole country designated in such international
application.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689.)

35 U.S.C. 374 Publication of international
application; Effect.
The publication under the treaty of an international applica-
tion shall confer no rights and shall bave no effect under this title
other than that of a printed publication.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689.)

35 U.S.C. 375 Patent issued on internationsl
application: Effect.

(a) A patent may be issued by the Commissioner based on an
international application designating the United States, in ac-
cordance with the provisions of this title. Subject to section
102(e) of this title, such patent shall have the force and effect of
Rev. 14, Nov. 1992
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a patent issued on a national spplication filed under the provi-
gions of chapter 11 of this tde.

(b) Where due o an incomect translation the scope of @
patent granted on an intemational spplication designating the
United States, which was not originally filed in the English
language, exceeds the scope of the international application in
its original language, a court of competent jurisdiction may
retroactively limit the scope of the patent, by declaring it
uneaforceable to the extent that it exceeds the scope of the
international application in its original language.

(Added Nov. 14, 1975, Public Law 94-131, sec. 1, 89 Stat. 689.)

35US.C. 376 Fees.

(a) The required payment of the international fee and the
handling fee, which amounts are specified in the Regulations,
shall be paid in United States currency. The Patent and Trade-
mask Office shall charge a national fee as provided in section
41(a), and may also charge the following fees:

(1) A wransmittal fee (see sectioh 361(d));

(2) A search fee (see section 361(d));

(3) A supplemental search fee (to be paid when required);

(4) A preliminary examination fee gnd any sdditional fees
(see section 362(b)).

(5) Such other fees as established by the Commissiones.

(b) The amounis of fees specified in subsection (a) of this
section, except the international fee and the handling fee, shall
be prescribed by the Commissioner. He may refund any sum
peid by mistake or in excess of the fees so specified, or if
required under the treaty and the Regulations. The Commis-
sioner may also refund any part of the search fee, the national
fee, the preliminary examination fee and any additional fees,
where be determines such refund (o be warranted.

(Added Nov. 14, 1973, Public Law 94-131, sec. 1, 89 Stat. 690,
amended Nov. 8, 1984, Public Law 98-622, sec. 402(g), 98 Stat. 3392;
Nov. 6, 1986, Public Law 99-616, sec. 8(s) & (b).)

(Amended Dec. 10, 1921, Public Law 102-204, zec. 5, 105 Stat.
1640.)

LAWS NOT IN TITLE 35, UNITED STATES CODE

18 U.S.C. 1601 Statements or entries generally.
Whoever, in any matier within the jurisdiction of any depart-
ment or agency of the United States knowingly and willfully
falsifies, conceals, or covers up by any trick, scheme, or device
a material fact, or makes any false, fictitious or fraudulent
statements or fepresentations, of makes or uses any false writing
or document kmowing the same to contain any false, fictitious or
fravdulent statement or eatry, shall ve fined not more than
$10,000 or imprisoned not more than five years, or both.

18 US.C. 2071 Concealment, removal, or mutilation
generally.
(a) Whoever willfully and unlawfully conceals, removes,
mutilates, obliterates, or destroys, or attempts to do so, or, with
iment e do so takes and carries away any record, proceeding,
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map, book, paper, dociment, o other thing, filed or deposited
with any clerk or officer of any court of the United States, or in

any public office, or with asy judicial or public officer of the
MMMNMWWMW&W: :
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Amendment; _ :"‘mb““;"“ ;’
Caopying claim of issued t 35 Assistant Secretary of Commerce
Time for S i35, 138 Aromey fees in infingement cuit 285
Annugl indenes of ts 11 ye agents:
Anvaa roport of ths Commiionss e May be refused recognition for M3ScOBAUCE ... 22
Apostille on assignment 261 Petition to District Court, D.C. — 32
Appeals to Bosrd of Patent Appeals and Interferences............. 134 Rules for recogaition made by Commissioner .......... 31
Fee 41(a)6, 134 Suspensw_n or exc_ll_m.lon from PrEcice ......ouviveevesinns 31,32
Hearing of - 7 Unauthorized practitioners 33
Reexaminetion proceedings 306
Appeals to Court of Appeals for the Federal CHCUIt ..r.....r... 141 B
Certificate of decision of Court recorded in the Patent
and Trademark Office 144 Bere to grant of a patent 102, 103
Determination of Appeal; revision of Gecision ............. 144 Begefit of earlier ﬁling date in foreign COUBLEY ....ccovvvirnnencncenens 119
From Board of Pstent Appeals end Interferences ......... 141 Benefit of esslier filing date in United States ..........ccecerveernennnne 120
Grounds of decision to be furnished COUTL -....r..rvuu.. 143  Bestmoderequired ............ 112
Notice of appeal 142 Bill in equity (See Civil Action)
Proceedings on sppeal 143 Boeazd of Patent Appesls and Interferences, bow congtitited ......... 7
Applicant for internativnel spplication 373
Applicant, potified of interference 135 C
Applicant for foreign patent, license geguired ............oveceereraes. 184
Application for patent: i Certificate of comection:
Absadonment of, by failure to prosecute ...................... 133 Applicant’s mistake 255
Assignment of 261 Fee for spplicant’s mistske 41(e)8
. Confidential while pending 122 Office mistake 254
Continuing 120 Centified copies:
Description; specification and ClEim ...........owsuurerceenns 112 Fee for certification 41(a)11
Divisiooal 121 Of drawings and specificetions of patents issued ........... 10
Drawings 113 Of records, furnished to Court of Appeals for the
Effect of defective execution 26 Fedesal Circuit in eppeals 143
Effective as of date of earliest foreign spplication in Citation of prior art in patent 301
certain cases 119 Citizenship required in oath 115
Examinstion of invention 131 Civil action:
Fee on filing 41(a)1, 111 Election of in case of interference 141
For deceased or insane inventors 117 Infringement 291
May be made by legal representative of deceased or In case of interference 146
incepacitated inventor 117 Jurisdiction, plurality of parties, foreign pagty .............. 146
Must be made within specified time afier To obtsin patent 145
foreign application for fight of PHOTILY w..useesumssmsseenes 119  Claim of patent:
Oauth of applicant, see Oath in patent application Independent or dependent 41, 112
Owned by Government 267 Independent or dependent, validity 283
Reissue 251 Invalid, effect of 253
Secrecy order 181 Invelid, evits on patemt with 288
What to contsin 111 Notice of rejection 132
When filed by other than inVeBtOr ........crrevurrermrren 118, 121 Too extensive or narrow, remedy 251
Appointments, bow made 3 Whast to cover 112
Rev. 14, Nov. 1992 L-40




Classification of patents 9
Clerk of United States Court mey summon withess in
Inteeference cases 4
Must notify Comenissioner of petsnt gUllB .....veevrrerrenn 290

Commerce, Depuronent of, Patent end Tredemerk Office in ......... i
Commerce, Secretary of:

Appointments by 3
Commissioner under direction of 6
May vest functions 3
To eppeove rules 6,31
Commissioner:
Annus) report to Congress 14
Duties of 6
How sppointed 3
May disber sttoroeys 32
May establish charges 41
May make rules for taking effidavits end depositions ... 23
Member of Boasd 7
Reexsmination order 304
Shall cause exumination to be made ..........ooceneeenenennn. 131
To esteblish regulations 6
Te furnish coust with grounds of decision, on appeal... 143
To bave charge of property 6
To prescyibe rules and reguletions governing recognition
of stiorneys end agents 31
To sign patents or bave nune printed thereon and
attested 153
To superintend grant of pateats 6
Vacancy in office 3
Commoaly owned invention and reference subject matier ......... 103
Compensation, Right o becsuse of secrecy order .......cevvveennne 183
Composition of matize:
Patentable 101
Specimens of ingredients may be reguired ........ceoevuen. 114
Concealment of records 18 US.C. 2071
Confidentiel status of epplication 122, 205
Contipuing spplicstion 120
Contributory infringement N
Copies of records, fees 41
Correction of inventors in patent 256
Caorrection of letters patent 254, 255
) D
Damages for infringement 284
Day of taking any sction og paying sny fee falling on
Ssturdsy, Sundey, or bolidsy 2t
Death or incapacity of inveator 117
Decisions in patent cases, printing of 11
Decleration in liev of oath 23
Dedication of term 253
Defective execution of documents, effect of 26
Defenses in action for InfiBgement ............ounrerrsrasersesenes 282
Definitions ... 100, 351
Deposit with United States Postal Service 21
Depositions, Commissioner may esteblish rules for ..........oevuneee 23
Deputy COmMISEIOnEs . ......c.oveereriercresasesersrseans 3
Member of Board 7
Description of invention 112
Design patents:
Double recovery, not allowed 289
Fees 41(a)3
For what grented 17
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(Design patents:)
Lisbility for infringement of 289
Peaslty for vasuthorized uee of petsated desdign .......... 269
Prior foreign applications 172
Right of prioeity 172
Subject to ceme provisicns 2 other PElEBE .........cursewn- 171
Term of 173
Unuuthorized use of 289
Designated office 363, 366, 367, 371, 372
Disberment of stiorneys end ageats 32
Fee 41(a)s
How filed snd by whom 253
Must be filed before commencemsent of suit to recover
] 288
Natuze of 253
District Court for District of Columbia:
Jurisdiction 146
Review of disbarment of atiorueys end agents ............... 32
Division of application 121
Division of peient on reissue 251
Drawing:
Attached to patent 154
Koeping of 1
Pazt of patent 154
Printing of . 1
When necessary 113
Duties of Commissioner 6
E
Elected Office 371,372
Employees of Patent end Trademark Office 3
How appointad 3
Restrictions on 65 © interest in PULAG .......ccoccercnserssssnnes 4
English langusge 361
Entry into national pbase in United States Ky)|
Ervor in naming inventors 116
Establishment of date of invention by reference to
knowledge or use in foreign COUBEY .....occrvcnnvccnrensanns 104
Establishment, Patens and Tredemask Office 1
Exeminstion:
Applicants shall be notified of rejection 0B ........vuunnen. 132
To be made of application and elleged invention ......... 131
Enuminer-in-Chief:
Duties of 7
How sppointed 3
Pay rate 3
Qualifications 7
Temporary 7
Exchange of Patent and Tredemark Office Publications
for other publications 11
Exchange of printed copies of patents with foreign countries ......12
Executors, administrators or guardiens 117
Exntension of patent term 158
Extension of time to reply fee 41(a)8
F
Falsely making or lebeling articles as patented ..............coveernnene. 292
Federal agency, defined 200
Federal Aseistence, inveations made with:
Confidentislity 4 205
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PATENT LAWS INDEX
(Federal Amm jnventions mads with:) 2
]
Dupomionof rights 202
Domestic ead foveign protection of federally owned
inventions 07
Educstional awasds ., 212
March-in rights ........ pi)
Policy ead objective of 200
Precedeiice of chepler over oo ACtB ....cocvvvvrvcnirncernne 210
Preference for United Statee indualry ......ovonsmeersenscene 204
Regulgtions governing federal Beensing .........viesverenee 208
Relationship to antitrust laws 211
Restrictions on lcensing of fedegally owned
inventions Pt
Uniform clsuses end regulations 206
Fees:
Amount of 41
For sttomey awerded by coust 285
For records, publications and services not specified
in statute . 41
How paid and refunded 42
Independent inventor, 50% 16dUCHOB ....cveererecencsenee 41(h)
International - 361, 376
Noa-profit czgenization, 0% reduction ... 41(h)
Payable o Commissioner 42(8)
Small business, 50% reduction 41(h)
Small eatity, 50% reduction 41(h)
To witness interference cases 2
Filing spplication by other than inventor 118
Filing date requirements ........ i1l
Filing fee; Amouat of 41(e)t
Foreign spplications:
License to file required .184
Penalty for filing without livense .......cccenevrnnnsensn. 185, 186
Foreign countries, exchange of printed copies of patents
with 12
Foreign country, knowledge of use in, not used © :
establish date of IBVEAUOR ......ocvererrnvnsiesinnsens 102, 104
Foreign pateatee: .
Jurisdiction 2 3
Service 293
Foreign patents:
- Copies of, exchanged for United States patents .............. 12
Prior, effect on United States application for petent ..... 102
Foreign priority 119, 365, 373
Fravdulent statements 18 U.S.C. 1001
Furding sgreement, defined 200
G
Government interests in patents 267
H
Holiday, time for sction expiring on 2l
) §
Importation of products made by a palented process..........w.... 295
Imgrovements, patents may be grented for 101
Indeses of patents and patentses, printing of 1
" Infringement, petent:
Action for 81
Rev. 14, Nov. 1992
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(ufringoment, patoat:)
Attorney foes 283
By United States, Ume Bmitation in 50l fOF ... 286
Clork of coust to eotify Palent 2ad Tredemark Office
of suit 290
Contributory 2n
Demages for 284
Defenses in suit for 282
Defined N
Degign patsat 289
Injunction 283
Notice of, necssssry (o recovery of dumages ..........ures. 287
Pleading defense end special metters to be proved in
guit - S 282
Suit for, whea e clsim in invalid ; 2ae
Temporay mmumsw ........................... 272
Time limitation : , 286
lnjmchm mybe;nnud byeomhnvmuwudscmn - 283
Inzame persons, petent epplicstions of , 117
Interference, palent: :

. Agreements, buweenpm releting (o tequnination,

-~ be filed in Putent and Tredemark Office ................ 135
Appesl to court 141
Asbitration 13§
Detesmination of priority 102, 13§
Pasties to be uotified of 138
Review of decision by civil 82t08 ...ccovvererensnrenenes 148, 146
Rules for taking testimony , 23

Interfering patent: - . ‘
How st aside 291
Jurisdiction, plurelity of pastics, foreign perty ...... 146, 201
Relief sgainst 91
Internstions] Buresn .. 351, 361, 362,371
Internations] Preliminary Examining Authomy ......... 362, 364, 368
International spplication ... 351, 365,
366, 367,375
National phase in United States n
Pﬂontynghu , : —
: 376
Intummml Seazching AUhority .......covovnennene. 351, 362, 364, 368
Internstionsl stodiss and program funds 6
Intervening rights on reissue 252
Invalid petent claim disclaimer 288
Invalidity of term entension 282
Invention dete s effected by sctivity abroed .........convenrerrvnnee. 104
Invention, defined 100
Invention made ebeoad 104
Inventions in ocuter spece 165
Inventions patentable 10)]
Inventions previously patented sbroad 102
Inventive step 103
Inveator:
Correction of patent 256
Deuath of incapacity 117
May obtain patent ’ 10
Qath for joint 116
Refuses ¢ sign 118
To meke application 111
Inventors certificate as reference 102
Inventoe's certificats priocity right 119
Issue of patent 151
Issus foe 41

1f not peid within thres months, patent withhel ........ 151

L- 42



PATENT LAWS

(izsue fee:)
Nonpayment 41, 151
Payment of 15t
J
Joint inventors 116, 236
Joint owners ... 262
Jurisdiction of District Court for District of Columbia ................ 32
K
) Knowledge or use in foreign country no ber 1 peteat................ 102
L
Legel representative of desd or incapacitated inventoz............... 117
Libraries, public, copies of patents foz 13,41
Librazy 8
License for foceign filing 184
Limitation on demages 286
M
Mechines pateatsble 100
Maintenance fees 41(b)
Late payment 41(c)
Manufactures patentable 101
Masking articles falsely as patented 292
Murking erticles patented 287
Misjoinder of inventor 116, 202, 256
Mistake in patent, certificete thereof issued ...........ocun.n.e.. 254, 258
Model, ghell be furnished if required 114
Money:
Paid by misteke or in excess, refunded .........cccocevnncnnne. 42
Received for fees, elc., o be paid into Treasuny ............. 42
Multiple dependent cleim 112
Fee 41
Mutilation of records 18 U.S.C. 2071
N
" National stage of internations] application ............... 371,372,373
New matter inadmissible in reissue 251
New matter, may not be inroduced by amendment ................... 132
Nonjoinder of inventor 256
Nonobviousness 103
Nonprofit organizstion, defined 200
Nomzesident pateniee 293
Notice a5 regards patents:
As to proof in infringement suits 282
Of dliowence of patent 181
Of appeal to the Court of Appeals for the Fedezal
Circuit 142, 143
Of intesference 135
Of patent suit, decision to be given Patent and
Trademark Office by clerk of court ......ovneeerirvecnnnes 2%0
Of rejection of en spplicstion 132
Of suite to be entered on file of patent.......occovcvvecrnee 2%
To the public by Federal agency 209
To the public that inveation is patented ...........c.onnne.... 287
Novelty 102

PATENT LAWS INDEX
O
Oeth in patent epplicstion 118, 152
Belore whom talen in forelgn COUBEIEE «..vvrveversenne 25, 118
Before whom tzkes in the United States.........oveevennnne 118
Declaration in liew of 28
Joint inventors 116
Bdust be made by inventor, if Bvigg ........coonevveeennncnnee 115
Requirements of 11§
To be made by legal representative if inventor is
dead or incapecitated 117
Qbviousoess 103
Officer of Patent and Trademark Office may atizst paients ....... 153
Officers and employees:
Of Patent and Trademark Office 3
Of Patent and Trademark Office, restrictions on a8 to
interests in patents 4
Officiel Gezetts:
Exchange for publications 1
Printing ead distribution of 11
Ownegs, Joint 262
Owmership essignment 261
P
Paris Convention 119
Patent Cooperation Tresty:
Definitions 35
Patent fees 41
Disposition of 42
Petent laws, printing of 1
Patent and Trademark Office:
In Depertmment of Commerce 1
Library 8
Printing 1
Rules, anthority for 6
Seal of 2
Patent pending, folse muking as 292
Patent term extension 185
Patent teem extension application 156
Patentability, conditions for 102, 103
Peteotable inventions 101
Patented article, marked as such 287
Patentee:
Defined 100
Notified of interference 13§
Patents:
Application for 111
Assignment of ....... 261
Besed on international application ...........cceciserennens 378
Certified copies of 10
Classification of e
Contents end duration of 154
Copies supplied to public 1ibragies .........ccververevinenns 13,41
Copying cleim of 135
Dste, duration and form 154
Design (See Design Patents)
Effect of adverse interference decision ..............oun..... 135
Exchange of printed copies with foreign countries ......... 12
Fee on iswing 41
Filing applicetion in foreign COUBRY ....cvrernerrerrsarnnns 184
For what granted 101
Foreign knowledge or use 0o bar to grant of ................ 102
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(Patents:)
How issued, atigsted, and recorded 183
May be granted o agsignee 152
May be withheld in certein ceses 181
Obtzinsble by civil scticn 145
Personal propesty 261
Presumption of validity 282
Price of copies 41(a)®
Printing of il
Reizsuing of, when defective 251

Rights of inveation made with federal assistance 200 - 212
Restrictions on officers and employees of Patent

“ and Trademark Office ag to interest i ........cveovereveennene 4
Surrender of, to take effect on reiggUL ....oneveerervencnencees 251
Term 154, 155, 153A, 156
Termn extension 155, 156
Term restoration 155A
Time of issue, peyment of issue fee .......cneneveennnneene 151
To be anthenticated by seal of Patent and Trademark
Office 2
When 1o issue 151
Withheld for nonpayment of issue fee .........ccnnuen-neee. 151
Patent rights in inventions msde with federal assistance ..... 200-212
Confidentislity 205
Definitions 201
Disposition of rights 202
Domestic and foreign protection of federally owned
inventions 2
Educstions) awezds 212
March-in rights 20
Policy and objective of 200
Precedence of chapter over other ALES .........eceveeenen. 210
Preference for United States inQustry ......ociseaennenns 204
Regulations governing federal licensing ............coeveeeree. 208
Relationship to eatitrust laws 211
Restrictions on licensing of federally owned
inventions 209
Uniform clauses end regulstions : 206
Peyment o international hnergovernmenm OfgENIZEtONS ............. 6
Period for response 21,133
Photolithography: Headings of drawings printed ...............c.cewernr 11
Plant patents:
_ Claim 162, 164
Description 162, 163
Fees 41
Nature of right 163
Plants patentable 161
Secretary of Agriculture to firnish informetion end ...........
detadl employees 164
Pleading end proof in ection for infringement ............ccvvcvenennee 282
Postal Sesvice deposit 21
Practical spplication, defined 200
Presumption of product made by patenied process ............ccuue.... 295
Presumption of validity of patents ...... 282
Printed publication ber to o patent 102
Printing:
Decisions in pelent cases 11
Of papers filed 22
Patent and Tredemark Office 11
Printing beadinge of drawings by Petent and Tredemark
Office i1
Prior Axt, Citation of 301
Prior patenting or publication ber to petent 102
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Priogity, foreign 119, 368
Priceity of invention 102
Pricrity of investion, determined by Bosrd of Patast
Appeals end Interferences 135
Pricrity, right of, under teaty or law 119
For degign applications 172
Process defined 160
Process Patent Amendment Actof 1988 287
Procees paientable 10t
Product made by patent process 295
Property of Patent and Trademerk Office 1.6
Public use or sele 102
Of invention ber to ¢ petent 102
Publication of internstional epplication effeet .........vneercnvcinnnne 374
Publications regurding petents and rademnaglhs .........vcovvevseeessennes 11
B.
Receiving Office 341, 361, 364, 367, 368
Recording of wsigaments 261
Records of Patent and Trademark Office:
Keeping of 1
Reexamination procedure
Appeal 306
Certificate of patentebility, unpctenubmty.
claim cancellation 307
Conduct of reéxemination poceedmgs ......................... 305
Determinstion of issue by Conumissioner .......eeceennens 303
Determinstion of new question 303
Reqguest 302
Specisl dispsich 305
Reexamination order by Commissiober 304
Requeet for reeramination proceeding 302
Re-examinstion to be made after first rejection, if desired ......... 132
References, to be cited on examination 132
Refund of money paid by mistake oF i EXCLEE ......coovverenemserersenes 42
Reissue of patents:
Application fee 41(a)é
Application may be made by assigose in certain cases.251
By reason of defective claims 251
Effect of 252
For unexpired term of original patent ............cc.ieievenne 251
Intervening rights 252
Of defective patents 251
To contein no new matier 251
Rejection, applicant shall be notified of reasons for ................... 132
Remedy for infringement of patent 281
Removal of records 18U.SC. 207M
Report o Congress, Annual 14
Regtoration of patent 1554
Restrictions on officers and employees of Patent end
Trademark Office o8 t interest in PaEnIS .........coeuv 4
Revival if delay unsvoideble 133
Right of foreign priodity 368
Right % compensution because of 22c7ecy ORGET ....ocveeeeeenenrennenne 183
Rules for taking testimony, Commissioner to egtablish ................ 3
Rules of peactice:
Avthority for 6
Printing of i1
8
Swrday, time for sction expiriag on 21
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PATENT LAWS
Sea! of Patent end Trademark Olfice 2 Maﬁm::n ‘;(54)
Secrecy of applications 122 Teademank bdle
Secrecy of cestein inventinas mwm Teademarks, Roferesce @ 1.2,6, 11
Seczecy of intsenstional applications 368  Trademak Triel end Appedl Bossd pey rate 3
Secrecy order ........ 181 Trensletion emer in intemetions! application 315
Small business firm, defined .200 .
Specification(s): [ 1}
[e YL N—— : 112 R o .
If defective, reissue to comrect &Sl Unsuthorized disclosure 182
Keeping of ... iuiuierenss | Unmhmmdpmonmymthwmllyuaamm BT
Part of patent — .. 154 . transaction of business before the OffCe ... 33 -
.- Printing of ....... i : 1,41 United States a8 Qosigneted OffiCe ....cor..iw. 363
Unceetified copies, peice of 41 United States, defined .......... . 300
Specimens, may be required .. _ 114 Unmudm.pwyfammuhu ..................... 292
swmymwmmem - 187 Use in foreign countries, o bar © grant of Pasent ... 102
Subpoenas ©© WitHESSES .............. ' % R T o
Suit against the United States........coeseeeenr .. 286 o S 5
Suit in equity (See Civil Action) . - ' : I :
Sunday, time for sction expiring oa : 21 vmmw e " 3712
Smchugeforhmﬁhngofkeorouh ~ it Volmmymmuon ' 4 o ason 294
Teem extension . ‘ 136 m:dnwdofuwmmdapplmhon _ 366
Term of pateat: - wmmm;ofpm e snemenesbesassasoni e 181 -
Disclaimer of 33 . Fuhngbamudorunumgmmufy...............' .............. 2%
Extension 135, 156 Foes of, interference 8988 «.....mssesmssicornns 2%
Pegiod ... 154 Inmufmmemmonedbycmkoﬂ)nmdm :
Restoretion reernn 155A cout 2
;m%ﬂﬂﬂﬂf‘_'“ﬁﬂt : : 3 thnmconump(,pmmt enssasssosessaness U
ime: .
Expiring on Ssturday, Sunday o Bolidey ..........ccnremvenne 21
For payment of issue fee ....... 151
For teking ection it Governinent Ca68 ........ceereeressssess 267
Within which sction must be taken .............uerreremmrins .. 133
Limitstion on damages ; -..286 :
: 0060000 E00600000000CE000000600
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