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801 Introduction [R-8)

>This Chapter is limited to a discussion of thee* subject of
restriction ** and double patenting ** under U.S.C. Title 35 ¢
and the Rules of Practice >as it relates ¢ national applications

- filed under 35 U.S.C. 111. The discussion of unity of invention

under the Patent Cooperation Treaty Asticles and Rules as it is
applied as an International Searching Authority, International
Prelimingsy Examining Authority and in applications enwrmg
the national stage under 35 U.S.C. 371 a8 a Designated
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802
Elected Office in the Patent and Trademark Office is covered in
Chapter 1800.<

802 DBasis for Practice in Statute ** and
Rules [R-8]

The basisfor restriction ** and double patenting practices is

found in the following statute ** gnd rules:

35 USL. 12]. Divisional applicasions.

¥ wo or more independent and distinet inventions are clsimed in
ons spplication, te Convmissioner may require the epplication to be
resizictad 10 one of the inventions. i the other invention is mads the
subject of a divisions! epplicetion which complies with the require-

applicstion
ments of section 120 of this tiede itehell be entited o the benefitof the
mmwmmmammmmm
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** > The pertinent Patent Cooperation Treaty (PCT) articles
and rules are cited and discussed in Chapter 1800. Sections
1868, 1898.02(b) and 1898.07(c) should be consulted for dis-
cussions on unity of invention (1) before the International
Searching Authority, (2) the International Preliminary Examin-
ing Authority and (3) the National Stage under 35U.S.C. 371.<

802.01 Meaning of “Independent”,
“Distinct” [R-8]

35U.8.C. 121 quoted in the preceding section states that the
Commissioner may require restriction if two or more “inde-
pendentand distinet” inventions are claimed in one application,
In 37 CFR 1.141 the statement is made that two or more
“independent and distinct inventions” may not be claimed in
one application. :

mmmeqmofﬂwwmmummwhwhm

“ommissiones may require sestriction. This in wm depends on

uwmmm of the expeession “independent and distinet”
inventions.

“Independent,” of course, means not dependent. If “dis-
tinet” means the same thing, then its use in the statwte and in the
gule is redundant. If “distinct” means &ffmt.m

B ing the codification of the patent laws indi-
mmasu.sc.lzn-“masmwmwmm
Wawﬁvﬁmu@emﬁmmmmtmmwa

changes.”
i MW?&MWMMWuaMmM

" : W %

mmzm&mmmmm are dependent subjects,
example, a8 canbimm and a subcombination

apparatus used in the practice of the
Wasmmmmm;xmmwhwhmemm
tion is used; as process and the product made by such process,
ete. If section 121 of the 1952 Act were intended to direct the
cmmmmwwemvmmmmm

ohis mmwwmmm
tracy, joinder of the tenm “distinct” with the temm
1", indicates lack of such intent, The law has long
ot mwm(&mﬂy termed
iventions) such as used for illustration shove may be
vamwmmfﬂfm “distinet” inventions, even
though de ‘
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INDEPENDENT

‘The term “independent” (i.e., not dependent) means that
there is no disclosed relationship between the two or more

subjects disclosed, that is, they are unconnected in design,

operation oreffect, forexample, (1) speciesunderagenus which
species are not usable together as disclosed or (2) process and
apparatus incapable of being used in practicing the process.

DISTINCT

© Theterm “digtinct” means that two or more subjects as dis-
cmdmmm.fwmkascombﬁmmm(mb-
ombination) thereof, process and apperatus for its practice,
pmess and product made, etc., but aze capeble of separate
anufacture, use or sale as claimed, AND ARE PATENT-
ABLH(MW Tn M«
] because of the prior art), It will
mim*mmdmm

mmaﬁmﬁf (BFRaE
§00-3

803.02
>GUIDELINES

Examiners must provide reasons and/for examples to suppost
conclusions, butneed not cite documents to support the require-
ment in most cases.

Where plural inventions are capable of being viewed as
related in two ways, both applicable critesia for distinctness
must be demonstrated to support a restriction requirement.

If there is an express admission that the claimed inventions
are obvious over each other within the meaning of 35 US.C.
103, restriction should notbe required, Inre Lee, 199 USPQ 108
(Deputy Asst. Comm. for Pats 1978). y

For purposes of the initial requirement a cerious burden on
the examiner may be prima facie shown if the examiner shows
by appropriate explanation either separate classification, sepa-
rate status in the art, or a different field of search as defined in
MPBPMM.OZ. That prima facie showing may be rebuited by
appropeiste showings or evidence by the applicant, Insofar as
mmm{mmmmmm:wmm
claims is concerned, the criteria is set forth in MPEP § 803.02.
Insofar as the criteria for restriction or election practice relating
0 claims o genus-gpecies, sce MPEP §§ 806.04(a) - () and

‘MPEP § 808.01(s).<

803.01 Review by Primary Examiner

memmwrmm:ssumcs OF TWO PATENTS
FOR THE SAME INVENTION, Therefore, to gused against
this possibility, the primary examiner must personally review
and sign all final requirements for restriction,

>803.02 Restriction - Markush Claims
[R-8]

TICE RE MARKUSH-TYPE CLAIMS

JECisIons iﬂlﬂ 7e Wm" @t a!u l% Uﬂm 3%
(&PA 1978); and In re Haas, 198 USPQ 334 (CCPA 1978) it
r for the m w wfm o examine ﬂm which

uem lacks unity of invcmion.in ve Harnish, 631 $.2d 716,

206 USPQ 300 (CCPA 1980); Ex Parte Hozumi, 3 USPQ 24

mmw.mm & Int. 1984). Broadly, unity of inveation

ompounds included within & Markush group (1)

ommon utility and (2) share 8 substantial structurel
mmmwwmmﬁaxwmwmy

This subsection deals with Markush-type generic claims
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members. In most cases, a recitation by enumeration is used
because there is no appropriate or true generic language. In
many cases, the Markush-type claims include independent and
Jistinct inventions. This is tue where two or more of the
members are o unrelated and diverse that & prior art reference
anticipating the clgim withrespect to one of the members would
mmmmmmssusc 103 with respect

mmwmmmgchﬁnsofdmmm.mem
iner may require & provisional election of a single species prior
o examination on the merits. The provisional election will be
given effect in the event that the Markush-type claim should be
found not allowsble. Following election, the Markush-type
claim will be exemined fully with respect to the elected species
mmmwmemmywmmmm

$low. 6, blay 1588
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directed to independent and distinct inventions. In such a case,
the examiner will not follow the above procedure and will not
require restriction.c -

804  Definition of Double Patenting [R-§)

>Double patenting resuits when two or more patents are
granted containing conflicting claims, that is claims in each
patent that recite either the same inventive concept or obvious
variations of the same concept.<**

There are two types of double patenting rejections. One is
the “same invention” type double patenting rejection based on
35U.8.C. 101 which statesin the singular thatan inventor “may
obtain & patent.” This has been interpreted as meaning only one
patent. >A good test for double patenting under 35 U.S.C. 101
is whether one of the claims could be literally infringed without
literally infringing the other.Jnre Vogel, 164 USPQ619(CCPA

mh&hwb&hhamﬂkwymwdmwmwbm
mymmmmwmﬁymm&dwwem
prolongation of‘mmmwm-zbymmming claims in a
mnd pm not paténtably di g from claims in 8
first pateat. J re White et al., 160 USPQ 417; In re Thorington
et al., 163 USPQ 644 >and In re Vogel, 164 USPQ 619,
When two or more pending applications of (1) the same
Wemﬂy.&)ﬂwmasﬂmm@)haﬁngmbmm
mblydisﬁw.a Mioml double patenting rejection of

Mcmmmmm pammd.inm%mmu. 148 USPQ
499 (CCPA 1966).

ONLY PROVISIONAL DOUBLE PATENTING
REJECTION IN ONE APPLICATION

The “provisional” double patenting rejection should con-
tinue to be made by the examiner in each application as long as
these are conflicting claims in more than one application unless
that “provisional® double patenting rejection is the only rejec.
tion remaining in one of the applications. If the “provisional”
double patenting rejection in one application is the only rejec-
tion remaining in that application, the examiner should then
wimmmwﬁmmdwmﬁtmmm«xmw”a

GNLY PROVISIONAL DOUBLE PATENTING
REJECTION IN TWO APPLICATIONS

if the "provisional” doub&emﬁnzijﬁminhﬁma
plication ere the only rejections remaining fn those apy
;,‘ mm!mwiﬁmm&mfwﬁmmmofﬂw
s end permit the spplication 1o issue as a patent. The
mmmmmmwmmmmmm

800 -4
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other application as a "provisional” double patenting rejection
which will be converted into a double patenting rejection when
the one application issues as a patent.

See MPEP § 304 for conflicting applications, one of which .

is assigned.<. Note also >MPEP< §§ 804.01 and 804.02.

>Double pateating does not relate to international applica-
tions which have not yet entered the national stage in the United
States.

‘The term "double patenting” is properly applicable to cases
involving two or mose applications and/or patents that have at
lesstone commoninventor or thatare commonly owned. See 37
CFR 1.78(d) and MPEP § 804.02 for reatment of commonly
owned cases with different inventive entities.<

paragraphs >7.04, 7.06 and 7.06.1 (sce MPEP §§
706.03(s) MW&» may be used for statutory double pat-
mmmmw'm 1.261 maybe

‘7%1@6%@&%@@%%&%%
5. mmms.m@wmmmwm

. mmm” USC. 102(f) or 102(g), & rejection should
ditionally be made under 102(5/103 or 102(g)f 103 using form

inventiveendty end s en easliss U.S,
35 w.c. 102¢e) o¢ 102(e)/103 may be
& 7ai§:1 a 7;2Enlo

800-5 .
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2. If the conflicting claims ere in & patent, do not use this form
peragraph. Use form paragraph 7.24.

3. This paragreph may be used wheze the conflicting claims are in
8 copending spplication thex is:

(a) by the same inventive entity, or

(b) by a different inventive entity end is commonly sssigned,
or .

(c) not commonly essigned but has et Jesst one inventor in
COMmon.

4. Form Paragraph 7.26 must follow one of paregrephs 7.24 -
7.25.1 and must be vsed only gnge in an Office sction.

§.Xthe conflicting application is currently commionly assigned but
the file does not establish that the conflicting inventions were com-
monly owned at the time the 1ater invention was n.ade, form paregraph
8.28 mey boused inplace of or in addition to this form parsgraph to alse
mesolve eny issues relating to priority under 102(f) and/oz (g).

6. In bracket 3, insert the number of the conflicting epplication.

7. & provisional double paeniing rejection should also bamadein
the other conflicting spplication.

G.EMhnmamdmamdmeiMmhumh
prior ert unto the other under 35 U.S.C. 102(f) or 102(g), and the
copending spplication hes ot been disqualified as prior artin a 103
rejection based on common ownership, a rejection should gdditionslly
be made under 102(£)/103 or 102(g)/ 103 using form paragraph 7.21.

9. ¥ the dliclonym Ofmmmwmwml"l .
WMMMWMMWMeMWMa
mmmus filing dates, use form paragraph 7.21.1 to

§7.25 Rejection, Obviousness Double Patenting, Reference
cmtnlmmmmmmymmmwmw

ness-type double patenting ss belng unpatenteblooverclaim [2) ofU.S.

patent no. [3] in view of [4]. '

l mmmmhwmmmwmm

zvmmmmmnpmum@am
ipplicaticn, do not use this form paragraph. A provisional ebvious-
nese-typedouble patanting rejection should be mads using either form
peeagreph 7.24.1 or 7.25.1.

3. Thisparsgraphmay be used where the prior invention is claimed
in & patent which is:

(s} by the seme inventive entity, oe

(b) by & diffecent inventive entity end is commonly sssigned,
oF

(o) not commonly essigned but hes &t least ons invenior in

COMUTION,
4, Form Paragraph 7.26 must follow one of paregraphs 7.24 -
1:25.1 end must be used only 0nos in en Office sction.
§. In bracket 3, insest the namber of the conflicting patent,

mmmm

§. If evidence is also of record o show that the conflicting patent
is prior wrt under 102(f) or 102(g), & rejection should gdditionslly be
made under 102(£)/103 oe 102(g)/ 103 using form persgraph 7.21.

9. If the patent lssued o o different inventive entity end has en
earlior U.S. filing date, & rejection under 35 U.S.C. 102(e) or 102(c)
103 mey be mede using form petagraphs 7.15 or 7.21.

§ 7.25.1 Provisional Rejection, Obviousness-type Double Patenting
Rejection
flev. 8, May 1980



804.01

Clsim [1] provisionally rejected under the judicially created doc-
trine of obviousness-type double patenting es being unpatentable over
claim [2] of copending spplication serisl no. [3] in view of [4].

‘Thisis aprovigions] obvicusness-type double patenting rejection.

Exominer Note:
1. This paregreph is used for chvicusness-type double patenting
rejections where the primery reference is 8 conflicting application.
2. If the conflicting claims we in & palens, do not use this form
pazagraph. Use form paragraph 7.25.
3. This peragraph may be used where the conflicting claims are in
8 copending epplicetion that is:
(a) by the same inventive entity, or
(b) by a different inventive entity end is commonly assigned,
et

oY WM m m 4 M 61e WM i!l

MANUAL OF PATENT EXAMINING PROCEDURE

The inventive entity is the sole inventor or the joint inventors
listed on a patent or patent application. A sole inventor in one
application and joint inventors in another application cannot
constitute a single or the same inventive entity, even if the sole
inventorisone of the jointinventors. Likewise, two sets of joint
inveniors do not constitute a single inventive entity if any
individual inventor is included in one set who is not also
included in the other set.

804.01 Nullification of Double Patentmg
Rejection [R-8]

350.8.C. 121, third sentence, provides that where the Office
requires restriction **, the patent of either the pasent or any
divisional application thereof conforming to the requirement
cannot be used as a reference against the other, This appacent
nullification of double patenting as a ground of rejection or
invalidity in such cases imposes a heavy burden on the Office to
MWWWM«W&W%M

claimg define egsentially the same inventions in different lan-
guage and which, if acquiesced in, might result in the issuance
of several patents for the same invention.*®

A. SITUATIONS WHERE THE DOUBLE PATENTING
PROTECTION UNDER 35 U.S.C. 121 DOES NOT APPLY

(g)mwkmvdmﬂyMWoumemwwm

clwmmmthmﬂwwqmmwm:mbmwm
608 allowance of mzic m other linking claims and such
uently allowed, the sestriction require-

(d) The requirement foe restriction (holding of lack of unity
ofmm)moﬂymﬁemmmmalmkcamw

mmmwmmmmmwm

product made by such apparatus, €10., 5o long as the claims in

each case sare< filed as a vesult of such requirement ®%,

800 - 6
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804.02 Terininal Disclaimer Avoiding
Double Patenting Rejection [R-8]

¥f two or moze cases are filed by a single inventive entity >, -

a common invesitor, and/or are commonly owned<, and ** by
reason >for example.< of the filing of one or mose terminal
disclaimers >and there is a covenant against dual ownership<,
two or more patents may properly be granted, provided the
claims of the differentcases are not deawn to the same invention
as defined for double petenting purposes (In re Knokl, 155
- USPQ 586; In re Griswold, 150 USPQ 804; In re Vogel and
Vogel, 164 USPQ 619).

The Pateat and Trademark Office cannot ensure that two or
more cases ** will have a common issue date, Applicants are
seutioned m reliance upon & common issue date canmot

7 substitule tm me ﬁm@ of one o2 m mmma!

,; v d W
§ 1321(b)<®

800-7
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804.03 >Treatment of Conflicting Claims
inc *¢* Commonly Owned Cases of
Different Inventive Entities [R-8]

37CFR 1.78Claiming benefit of earlier filing date and cross references
toather applications.
[l 1]

(c) Where two or more applications, o en epplication end a patent
neming different inventors end owned by the same pasty contain
conflicting elaims, »end there is no statement of record indicating that
the claimed inventions were commonly owned or subject to en oblige-
tion of assignment to the same person et the time the later invention was
made, the assignee mey be called upon (o state whether the claimed
inventions were commonly owned or subject ip en obligation of
sssignment to the same person &t the time the leter invention was made,
and if not, indicate< *® which nemed inventor is the prior inventor. In
eddition to making seid statement, the assignee may also explain why
an interference should >or should not< be declared®®,

>(d) Where en epplicstion claims an invention which is not
patentably distinet from an invention claimed in & commonly owned
patent with the same or o different inventive entity, a double patenting
rejection will be mads in the epplication. An clwisusness-type double
petenting may be cbvisted by filing & tesminal disclaimer in
accordancs with § 1.321(b).<

Inview of 35 U.S.C. 135, it is >normally< necessary o de-
termine priority of invention whenever two different inventive
entities ere claiming @ single inventive concept, including
varistions of the same concept each of which would be obvious
in view of the othes, *®

- emmowsm:w?

\ PARAGWHG?%U.QC 103,
ination of priority is not required when two invene

Mwmewimindwwmofﬂwmmdpmmmofss
U.S.C. 103. Twoinventions of different inventive entities come
within the provisions of the second pacagraph of 35 U.S.C. 103
when (1) the later invention is not anticipated by the easlier
invention under 35 U.S.C. 102; (2) the ealier invention guali-
fies as prior artagainst the later invention only under subsection

) oz (g) 6£35U.S.C. 102 ; and (3) the inventions were, at the
mmmﬁwmmm ownedbymemwumor

mmw.s.c 103, it is not necessary

m be md o ensure that the patent terms
expmmﬂw In situations where the inventions of diffesent
ive entities come within the provisions of the second
' h of 35 US.C. 103 by virtue of meeting the require-
mentsseeforth sbove » any conflicting claims of diffecent inven-
ﬁwmmmmmwmmmmwm
viousness-type” double patenting. See MPEP §

mstances where the inventions of different invea.- -
uvem&mmemﬁunmwmomwmmpmmph .
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804.03

of 35 U.S.C. 103, no inquiry under 37 CFR 1.78(c) should be
made since it is unnecessary to determine the prior inventor.

PRIORITY DETERMINATION REQUIRED FOR
INVENTIONS NOT MEETING THE PROVISIONS OF
THE SECOND PARAGRAPHOF35US.C, 103

If the inventions of different inventive entities do not come
within the provisions of the second paragraph of 35 U.S.C. 103,
or theze is no evidence that they do, but are owned by the same
perty end contain conflicting claims, itisnecessary to determine
the prioe inventor unless the conflicting claims by all but one
mnmmeymekmmd.

conflicting claims&&wdnﬁmuwmmvemumm
ation md a mm Imvmg an wlwr

wmmmmcm

MANUAL OF PATENT EXAMINING PROCEDURE

the different inventive entities and who was the prior inventor.
If one application has an earlier effective filing date than the
other application, a provisional rejection under 35 US.C.
102(e) or 102(e)/103 would be appropriate. See MPEP §
706.02. In circumstances where the assignee is called upon to
make a statementunder the provisions of 37 CFR 1.78(c) and 35
U.S.C. 132, a double patenting rejection should also be made in
the application(s) having the conflicting claims. A terminal dis-
claimer can have no effect on other than the double patenting
rejectionincircumstances where therejection nsonebasedupon
35U.S.C. 102 or 103.

DOUBLE PATENTING IN COMMONLY OWNED
CASES OF DIFFERENT INVENTIVE ENTITIES

The Patent and Trademark Office has withdrawn the
Commissioner’s Notice of January 9, 1967, “Double Patent-
ing”, 834 0.G. 1615 (Jan, 31, 1967), to the extent thatit does not
authorize adouble patenting rejection where diffeséntinventive
entities are present. The examines may reject claims in com-
monly owned applications of different inventive entities on the
ground of double pateating. This is in accordance with existing
case law and prevents en organization from obiaining two or
more patents with different expiration dates covering nearly
identical subject matter. See In re Zickendrahs, 319 F.24 225,
138 USPQ 22 (CCPA 1963)

(“The doctzine is well established that claims in different ep-
plications need be more than masely different in form or
content; end that patentable distinction must exist o entitle
epplicants t a second patent”™)

. :‘tg In re Christensen, 330 F.2d 652, 141 USPQ 205 (CCPA
(¥ the comrect procedure for double petenting cases is
enslyzethe claimsto determine e inventions defined therein,
end then decide whether such inventions, es claimed are pat-
eatably distinet snd thesefore qualified 1o be claimed in sepa-
fate patents™).
Iawwmmmembhmmwmhwdocmmmm

patenting rejections can be overcome in cenain circumstances

by disclaiming, pursuant to the existing provisions of 37 CFR

1.321, the terminal portion of the term of the later patent and

mmmmdmmammm that the patent shall be

snforceable only for and during the period the patent is com-
mmlyowmdwﬂh the application or patent which formed the
basis for the rejection, thereby eliminating the problem of
exm&mgpmlife.e“
pplication in wmeh a requirement (o name the prior
abandoned where g
ssponse indicates that the other application is aban-

M&Mﬂbepmmdmbwmuba%edwndwﬂlm

be filed as a continuing applicatione. Such a response will be

considered sufficient since it renders the requirement to identify
the prior inventor moot because the existence of conflicting
claims is eliminated.

If after waking out & patent, 8 common assignee presents
claimsfor the first time in a copending spplication >by different
inventive entities< not pateniably distinct from the claimgin the
patent, the claims of the application should be rejected on the

800-6
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ground that the assignee, by taking out the patent ata time when
the application was not claiming the patented invention, is
estopped to contend that the patentee is not the prior inventor. >

This rejection could be overcome if the requirements of the .

second paragraph of 35 U.S.C. 103 are met. The claims in the
copending application should also be rejected on the ground of
double patenting. If the patent has an carlier filing date than the
copending application, a rejection under 35 U.S.C. 102(¢) or
102(e)/103 would also be appropriate.<**

Before making the requi >t0 state the peior inveator

requirement
. under37CFR 1.78(c) and 35U.S.C. 132<, withitsthreattohold
the case abandoned if the statement is not made by >the<
assignee, the examiner must make sure that claims are present
in each case >which are conflicting as defined in MPEP §

§ &ﬂﬂw’awlmpmm Same Invention
nvention a5 et of claim [2] of
31 mmwmmas USC. 102(g)

800-9
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this paragraph.
4. In bracket 3, mmdwnmnhe:ofdlceonﬂmmgmuor
epplication.

5. Anolwicusnessdouble patentingrejectionmay also beincluded
in the ection using paregraphs 7.24 - 7.26.

6. Inbracketd, explain why the cleims in the conflicting cases sre
niot considered to be distinet.

7. Form paragraph 8.28.1 MUST follow the use of this pavegraph.

§ 8.28.1 Advisory Informasion Relating to Paragraph 826
Commonly assigned [1], discussed above, would form the basis for
arejection of the noted claims under 35 1).5.C. 103 if the commonly
assigned case qualifies as prioe ertunder 35 U.S.C. 102(f) oz (g) end the
conflicting inventions wers not commonly owned at the time the
invention in this epplicstion wes made. In order for e examiner to
regolve this issus, the essignesisrequired under 37 CFR 1.78(c) end 35
U.S.L. 132 w either show that the conflicting invertions were com-
menly owned et the tims the invention in this epplicetion wes made or
to name the prior isvenior of the eonflicting subject mattee. Failure to
mmmwmmmmum

Ammmmmmmmmmamm
the inveation in this application wes meds will precluds s rjection

- under 3§ U.S.C. 103 based upon the commonly assigned case 85 6

reference under 35 U.S.C. 102(f) o (g).

Essminer Notes ,
‘This form peragreph should follow peragraph 6.28 end should only
be used once in an Offics Action.< ,

804.04 Submission to Group Director
R-8]

mmwmmmmmm.mmm
ing & rejection on the ground of double patenting of eithes &
mmamm(mmmmmm
guirement to restrict by the examiner under 3§
UsSC. lZl.mmgammmwmm made by
the Office) must be submitted to the group director for spproval
mwm&mmmmmmwm
petenting is disapproved, it shall not be mailed but other appro-
prigte action shall be taken. Note >MPEP< § 1003, item 4.

808 [Effect of Improper Joinder in Patent

35USLC. 121, Msmuwepmxdw “The validity of &
questioned for mlum of the Commissiones
to require the ap :

Chenwords otuoe this sate 11 patent can be held void for
fmproper joinder of inventions claimed therein,

Determination of Distinctness or
Independence of Claimed Inventions

[R-8]

ence may be summarized as follows: independ-
! Whaeﬁwenﬁmmmdepmdem(i,e,,mmm




806.01

proper, >MPEP< §§ 806.04-806.04(j), though a reasonable
number of species may be claimed when there is an allowed
wiovel and unobvious) claim generic thereto, 37 CFR 1.141,
>MPEP< §§ 809.02-809.02(e).

2. Where inventions are related as disclosed but are distinct
as claimed, restriction may be proper.

3. Where inventions are related as disclosed but are not
distinct as claimed, restriction is never proper. Since, if restric-
tion is required by the Office double patenting cannot be held,
it is imperative the requirement should never be made whese
related inventions as claimed are not distinet. For (2) and (3) see
>MPEP< §§ S%WM‘) gnd 800.03. >Sec MPEP §

MANUAL OF PATENT EXAMINING PROCEDURE

apparel such as a shoe, and a locomotive bearing would be an
example. A process of painting & house and a process of boring
& well would be a second example.

2: Where the two inventions are process and apparatus, énd
the apparatus cannot be used to practice the process or any part
thereof, they are independent. A specific process of molding is
independent from & molding apparatus which cannot be used to
practice the specific process.

3. Where species under a genus are independent, for ex-
ample, & genus of paper clips having species differing in the
manner in which a section of the wire is formed in order (0
achieve a greater increase in its holding power.,

SPECIES ARE TREATED EXTENSIVELY IN THE
FOLLOWING SECTIONS

806.04(n) Species — Genus

The statute (35 U.S.C. lZl)hnmmmmm
restriction may be required to ane of two or more independe:
inventions. 37CFR 1, Mlmkmmaxwpﬁmwm'mﬁdm'

reasonable number of specics may be claimed in one
spplication i€ the othe conditions of the rule sce met,

mewﬁw thmbezequm
mmwmwamm’mmm
invention., In ex parte Healy, 1898 C.D. 157,84 0.G. 1281, 8
mm:wwmumwmmm
fm.mm%m&kmyﬂmma%mm
mmmmmmmmmm

ﬁwiﬂmﬁ%m%mmm intesmedists product
ummmmmmmmmmm the



RESTRICTION IN APPLICATIONS FILED UNDER 35 U.S.C. 111; DOUBLE PATENTING

Inventions [1] end [2] ave related a3 mutually exclugive species in
intermedinte-final product relationship. Distinctness is proven for
claims in this relationship if the intermediste product is useful to meke

other than the final product (MPEP section 806.04(b), 3d pessgraph),

end the species sre patentably distinet (MPEP section 806.04(h)).

In thiz instent case, te intermediste productis deemed to beuseful
&8 [3] end the inventions are desmed patentably distinet since theze is
nothing on this recced to show them 1o be obvicus verients. Should
epplicent traverse on the ground (hat the species we not patentably
distinet, applicant should submit evidence or identify such evidence
now of record ehowing the species to be obvious verisnts oz clestly

. admi on e vecord thet this is the cese. In either instence, if the

mmﬁ@smoﬂhemmmm e prioe asgt, e
myhcmdhamjocmm”!JS.C 103

i end final product must have & mutually
and as with all species resiric-

@8 its identity in the final

80011

806.04(h)

For the purpose of obtaining claims to more than one species
in the same case, the genzric claim cannot include limitations
not present in each of the added species claims. Otherwise
stated, the claims to the species which can be included in a case
in addition to a single species must contain all the limitations of
the generic claim,

Once aclaim that is determined to be generic is allowed, all
of the cleims drawn fo species in addition to the elected species
which include all the limitations of the generic claim will
ordinarily be obviously allowable in view of the allowance of
the generic claim, since the additional species will depend
thereon or otherwise include all of the limitations thereof,

When all or some of the claims directed to one of the species
in addition to the elected species do not include all the limita-
tions of the generic claim, then that species cannot be claimed
in the same case with the other species, see >MPEP<e §
809.02(c)(2).

806.04(e) Claims Restricted to Species
[R-8]

Claims sre definitons of inventions, Claims are never
specles. Claimsmay be restricted 1o & single disclosed embodic
ment (i.e. o single gpecies, and thus be designated a specific
species claim), oe 8 clgim may includs two or more of the
disclosed embodiments within the breadih snd scope of defini-
tion (and thus be designated a generic or genus claim),

- Species are always the specifically differens embodiments,
SprmmaIlybutmalmyﬂndmemdmmm

806.04(0) Claims Restricted to Species,
by Mutually Exclusive

Characteristics

Cleims to be restricted to different species must be mutually
exe!ﬁﬁmmwmaswwmm&mmmmm
especiively o different species is the fact that ons claim recites
ﬂmimmmhmdwm&mmmfmmaﬂm
wmmﬁmﬁumﬂ while & second clalm reclies

fimitstions discloged

mmu freque pregsed by saying thet claims to be
estricied st recite the mutually exclu.
ﬁw mwmﬁm ofmh gpecles.

806.04(h) Specles Must Be Patentably
Distinet From Each Other and
From Genus [R-8]

Where an spplicant files a divisional application claiming s
gpecies mvmﬂy el:imd but nonelecied in the parent case,

fRev. G, May 1968




806.04(i)

pmmmandeoamantwitharequiremenmmmm
ghould be no determination of whether or not the species
claimed in the divisional application is patentable over the
species retained in the parent case since such & determination
was made before the reguirement ¢ restrict was made.

In a national application containing claims directed to more
than & reasonable number of species, the examiner should not

require restriction o a reasonable number of species unless he - -

>0r she<is antisfied thathe >or ghe< would be prepared to allow
chmswwhwmmmmmdwmmmif
pmemd in a divisionsl spplication filed according to thc

MANUAL OF PATENT EXAMINING PROCEDURE

plication should be rejected on the ground of double patenting
w»of either the statutory or obviousness-type in view of the
generic claims of the paient. See In re Braithwaite, 154 USPQ
8. -

806.05 Related Inventions

Where two or more related inventions are being claimed, the
principal question to be determined in connection with a re-
quirement to restrict or a rejection on the ground of double
patenting is whether or not the inventions as claimed are
distinct. If they are distinct, restriction may be proper. If they are
not distinct, restriction is never proper. If non-distinct inven.
tions are claimed in separate applications or patents, double
patenting must be held, except where the additional epplications
wmﬁhdmmwmamqumwmmmamm

Combination ** and Subcom.
bination or Element [R-8]

ombination ¢® hmmm!zuionofwhkhambembﬁ-
mﬁmme&mham
& Relative to questions of res

Mawmwmmwﬂwmm Wlm
ummmnmmmt’mwm

§06.05(b) Old Combination — Novel
Subcombination [R-8)

sy, toteside, Es parte Donnell, 1923 C.D. 54, 31 O.G. 308
(Comm's Pats.1923), (See >MPEP< § £2001.)

806.05(c) Criteria of Distinctness for
Cambimtkm, Subcombination
lement of & Combination

mkmwMtaMamﬁlﬁmucw
(1) dossnotrequire the particulars of the subcombination as



RESTRICTION IN APPLICATIONS FILED UNDER 3§ U.S.C. 111; DOUBLE PATENTING

claimed for pateatability (to show novelty and uncbviousness),
and
(2) the subcombination can beshown to have utility eitherby

itgelf or in other and different relations, the inventions are dis- -

tinct. When these factors cannot be shown, such inventions are
not distinet.
The following examples are included for general guidance,

1. SUBCOMBINATION NOT ESSENTIAL TO
COMBINATION

ABy, In”mpm

806.05(d)

spplicent should so state. Therefore, where the combination
evidence claim A B, does not set forth the deiails of the
subcombination B mddwwbcunbmauona has separste
uﬁlity.theinvenu&smdmkmmdtemﬁ&ismuif
reagsons exist for insisting upon the restriction,

In applications claiming plural inventions capable of being
viewed as related in two ways, for example, a8 both combina-
tion-gubcombination and also as different statutory categories,
both applicable criteriafor distinctness must be demonstrated o
mmﬂ@;mwk&nmummcn:.s«m sMPEPe § .

Form Paragraph 8.15 may be used in combination-gubcom-
bination restriction requirements.

mmm“m OsEmYn N Wm@]

invelving evidenoe clalms, see MPEP 806,05(c), ex-

§06.05(d) Subcombinations Usable
Together [R-8]
m«mmmm disclosed as usable

¢ in 8 single combination, and which can be shown 1o be
sly usable, mwzymzﬁommam

Hev, 6, ey 1660



806.05(e)

~glamt case invention [3) has seperats utility such as [4), Ses (MPEP
806.05(d))-

Examinsr Note:
1.mum3.mmwmmwosmrym
inverdion.
2. In bracket 4, suggest wiility other then with the other invention.

>Only one way Distinctness is Required. '
‘The examiner must show, by way of example, thatone of the
mmmmuﬁmymmmmﬁmmw

ngtion.
PEneTIsey

Hov. 6, May 1906
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Ezsminer Note
In bracket 3, use one or mote of the following reasons:
_ 1) The process es cleimed can be practiced by anothes and materi-
ally diffevent sppazatus puch a8 --
2) The process as claimed cen be practiced by hend.
3) The apparatus es claimed can be used to practice another md
materially different process such &g--

>The burden is on the examiner to provide reasonable ex-
amples that recite material differences, :

if the apparatus claims include a claim to “means” for prac-
ticing the process, this claim is a linking claim (except for the
presence of thisclaim restriction between apparatus and process
claims would be proper). The linking claim must be examined
with the elected invention, but oaly to the extent necessary (o
dwmim imw lxnking ¢laim is unpatentable. If the linking

nmmummmmmmmwmm
cm sontinues with pusely mmm limitations, is not 8
MMMBMyammmwamm
wmwmmmmumymm
mmwﬂmmmw MgUmen:
material difference mhﬂwmo&ﬂmmm
cannot be pmcmed by hmd (if examiner so argued), the

following can be shown: (1) Mﬁw pmem as clalmed s not
mmmwmmmmmmu
claimed canbe used to make other end different products, o (2)
thet the product as claimed can be mads by another end mate-
My&wm ‘

tions of diffesent processes or products need not be

Ammdeﬁmdbyme by which iscen be made s
il & product m (In re Bridgeford, 149 USPQ §S (CCPA
o frmﬂwmmifdmmﬁmcm

§18.18 Product and Process o eking

" Following is shown & Producs and Process of Making sitaation
MPEPSOSOS().

600 - 14



RESTRICTION IN APPLICATIONS FILED UNDER 35 U.S.C. 111; DOUBLE PATENTING

Inventions (1] and [2] ererelated as process of meking and product
made. The inventions are distinet if cither o both of the following can
be shown: (1) thet the process as claimed can be used to make enother

and materially different product or (2) that the product as cleimed can

bemade by another snd materially different process (MPEP 806.05(f)).
In the instent case [3].

Examiner Note:

In beacket 3, wse one or more of e following reasons:

1) The process &s claimed can be used to make & materially
different product such &8 «-,

2) The product &5 claimed can be mude by & materially different

frocess such 6 -

806.05(g) Apparatus and Product Made -
Distinciness [R-8]

806.05(i)

workable, the burden is on the examiner to suggest another
vigble example or withdraw the restriction requirement.<

806.05(h) | Product and Process of Using
(R-8]

“# A product and a process of using the product can be
ghown to be distinct inventions if either or both of the following
can be shown: (1) the process for using as claimed can be
practiced with another materially different product, or (2) the
product as claimed can be used in a matesially different proc-

(1]

>The burden is on the examiner to provide an example, but
the example need not be documented,

If the spplicant either proves or provides a convincing ergu-
mﬂmﬂwﬂmﬁwmm&dbﬂwmwm

hed, the burden is on the examiner o support a
mmwmmmmeMmc

Form Paragraph 8,20 may be used in restriction requive-
mmmmmmmwm

820 Pm;mwmm of Using

wing s shown a Product end Process of Ustng the product
mmmmm»

mmmmmmmuamuumammw
can be shown: (1) the process fos vsing the product as claimed een be
with anothes materlelly different product oe (2) the product

id ean be vsed in e metarially different process of using that
set (MPEP 606.05(h)), fn the Instant case [3].

In bracket 3, use cn or more of the foliowing reasons:

13 Thepeosess s claimed canbe Vg
dilferens product such 68 = precticad with enod

2) The product as claimed can be used in s materlally dif
peocess Guch 68 «=

806.05()) Product, Process of Making,
and Process of Using « Product
Clalm Not Allowable [R-8)

37CFR 114} Dmmwmb:i:?m snasionale epplicasion,

mant for
wmumemmmummamm
mmmmmmmmmmofmmwmm
the claims directad to the product and the precess of making tie product
eventoughashowing of distnothess between e peoduct end process
oiw!m the product can be made,

sisfction wmmwmmmwmmmm
mmmwwc!ﬁmmdummm or whege the
Wwwmﬁmkmmmblydwmﬁmﬂwcmm

Rev. 6, May 1660
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Where an application containg claims 10 a product, claims to
a.-ocess specially adapted for the manufacture of the product,
and claims to “>a< process of using the product *¢, and the
product claims are not allowsable (they are not novel *>end<un-
obvious), restriction is proper between the process of making
and the process of using. “*>As defined sbove, the process of
making and product are not patentably distinct (specially
adapted). In this instance, applicant may be required to elect
eithee (1) theproductand processof making it, or (2) the product
and/or the uge depending on whether the examiner can make 8
showing of distincness (MPEP § 806.05(h)).

sEncept as set forth in the previous paragraph, < restriction
may be required only where the process of making end the
mmmmmmomm).mm
mwwmmmmhm:sm

; emm»mmm

flav. &W 1966
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(>MPEP< § 806.04), the facts relied upon for this conclusion
are in essence the reasons for insisting upon restriction. This
situation, except for gpecies, is but rarely presented, since
persons will seldom file an application containing disclosures of
independent things.

808.01(a) Species [R-8]

Where there isno disclosure of relationship between species
(see >MPEP< § 806.04(b)), they are independent inventions
and election of one sinventione following & reguirement for re-
striction is mandatory even though applicant disagrees with the
examiner, There must be a pateniable difference between the
species a8 claimed, see >MPEP< § 806,04(h), Thus the reasons
mmm;mmmamm are the facts relied
upon for the conclusion that there are claims sestricted respec-
mly m two or m ptontably differens species that are

mn&mmmwmg

mwmmuuboemdunqum
toapplying the provisionsof 37 CFR 1,141 to additional species
if & generic clalm is allowed,
Even W dwmkmmm the generic clalms, end

mmmmwmmmmmm’”
Wwanmmmc.mmmmmkm




RESTRICTION IN APPLICATIONS FILED UNDER 335 U.S.C. 111; DOUBLE PATENTING

is never proper ( SMPEP< § 806.05). If applicant optionally
restricts, double patenting may be held.

Wheze the related inventions ag claimed are shown (0 be
distinct under the criteris of >MPEP< §§ 806.05(c-i), the
examiner, in order to establish reasons for ingisting upon restric-
tion, must show by appropriate explanation one of the follow-
ing:

(1) Separase classification thereof:
This shows thet each distinct subject has attained recogni-
tion in the art as & separate subject foe inventve effort, end also
: aummﬁe!dofmb.?mmdmheciwdwm

mwmwmmamwm‘“mw

80017

809.02(a)

Generic Claim Linking Species
[R-8]

Under 37 CFR 1.141, an allowed generic claim may link a
reasonable number >of< gpecies embraced theseby.
The practice is stated in 37 CFR 1,146,

37 CFR 1.146. Electivn of species,

In tha first action on en application containing & generie cleim and
¢laims seatricted separetely to esch of more then ons species embraced
thereby, the exeminer mey require the epplicant in his response to thet
action to elect that species of his or her invention to which his or her
claim sheliberestsicted if no generic claim isheld allowable, However,
i such spplication contains claims disected %o more then & sessonsble
number of species, the exemines may requise restziction of the clalms
to not more than 6 ressonable number of species before taking fusther
action in Uw case,

809.02(a) Election Required [R-8)

Where generic claims are peesent, the examines should send
ammmmmlyammmukmtmpwam
phone requirement to resirict (the latter belng
wmcmm for telephone practice In restriction require.
ments.

Action as follows should be taken:

(1) Tdeniily genericclalmsasindleate thatno genericclaims
See>MPEP< § 806.04(d) for definltion of a genesic

809.02

m&u Z £pec
mmsmmmwmpmwmm.
vely. In the absence of distinet flgures or examples to
mmmwmmemmmmmm

mmwmmmmmummmm
be convendendly identified, the claims may be grouped in accore
dance with the species to which they ase restricted.

(3) Applicant should then be required 1o elect 8 single dis.
Mcpeciummas US.C. 121, and advised as o the
168 of 8 complete response and his sights under 37 CFR

?@r m claims, 8 search should not be made and ent

%wcompiw. Fespor
wmmwmmamemmmm
mmmmmwmm including eny clalme
Mﬁ“

spplications whereln a requirement for reatriction s

npanied w én action on all claime, such action will be

sonsidered o be an action on the merlts and the next sction
should be made final,

fev. 8, May 1060



809.02(b)

Examiners should use Form Paragraphs 8.01 or 8.02 >0
nsake election of species requirements<,

§8.01 Election of Species
‘This epplication contains claims directed to the following patente-

bly distinet species of the claimed invention: [1].

Applicans is vequired under 35 US.C. 121 1o elect a single
disclosadspecien on themeritsto which theclaimsshall
be restricted if no generic cleim is finally held to be allowabls.
Currently, (2] generic.

m&mm.mwmmm
include an idemification of tie apecies that s elected consonant with

mmm.mwmmmmmmm

e cverthaprceat the
aunder 35 US.C. 103

mmmwmvmw
MMmmmathmmmmmim

Bov. 8, bay 1006
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809.02(b) Election Required — Generic
Clalm Allowable

When & claim generic to two or more claimed species is
foundtobe allowable on the first or any subsequentaction on the
merits and election of a single species has not been made,
applicant should be informed that the claim is allowable and
generic, and a requirement should be made that applicant elect
& gingle species embraced by the allowed genus unless the
species claims are all in the form required by 37 CFR 1.141 and
no more than & reasonable number of species ere claimed,
Substantially the following should be stated:

“Applicant is advised thet his or her response to be com-
plets must include en idontification of the single, disclosed
mmmmmmﬂmmmm.
n Applicentis entitied o

fpecies .

mmmmmmmmwmm
1l the clalms to each additional species ere written in depend-
et forms oz olurwiss Include all the limitations of an ellowed

gensel elalm os provided by 37 CFR 1.141%

809.02(c) Action Following Election
(R-8]

I e 701165 80 B0 withelrawns from fusther con-
idsention vnder 37 CFR 1.142(b) es not readsble on the
mm»mmm(mw)mm

Wmmm genenice CER

the clalms upon or otherwise

fnclude off of the emitadons of en diowed generlo cleim as

feaal Wz, m :‘14’



RESTRICTION IN APPLICATIONS FILED UNDER 35 U.S.C. 111; DOUBLB PATENTING

>Noie that each additional gpecies is handled separately.
When all of the claims to one non-elected species are embraced
by an allowable generic claim bus each of the claims to another

non-glected species are not embraced by en allowable generic |

claim, spplicant should be advised that the claims to the one
non-glected species are no longer withdrawn from further
consideration butthatthe claims tothe other non-elected species
remain withdeawn from further consideration gince all of the
claims (o this other species do not depend upon o fully include
all of the limitstions of sn allowed generic claim as required by
37 CFR 1.141. This holding should be worded as follows:

“Allovied ClEims .o

vorased By an
by 3‘7 m I.M ad mw
thoes i el cass, 37 CPR

809.04

burdensome search is necessary. See SMPEP< § 808.01(2). If
after an action on only generic claims with no restriction
requirement, applicant presents species claims to more than one
gpecies of the inveation he or she must &t that time indicate an
election of a single species.

809.02(¢) Generic Claim Allowable in
Substance [R-8)

Whenever a generic claim is found to be allowable in sub-
stance, even thoughitisobjected 1o orrejected on merely formal
grounds, sction on the species claims shall thereupon be given
s if the generic claim were allowed,

The treatment of the case should be as indicated in >MPEP<
§6 809.02 (b), (), or (9).

809.03 Linking Claims [R-8]

There are & number of sltuations which erise in which en

Mdﬁmwmumwmydmdmm

requisement to reatrict the application o one

would beproper, mmmmﬁmwmmmm
MMMWW”W) nseperabl

specilying
onsidesed to be linking, Note Form Paragraph 8.12.

§é.02 Mmm Claims

ection of finking clalm in * gpplications
gee >MPEPe § mmm

609.04 mﬂi@ﬂ of Clalms to Non-Elected

amine Wmmammewmumm ot he or
she must examine the claims to the non-electsd inventions that

Rev, 6, May 1966
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@ linked to the elected invention by such allowed linking
claim,

When a final requirement is contingent on the non-allow-
ability of the linking claims, applicant may petition from there-
quirementunder37 CFR 1.144 without wailing for a final action
on the meeits of the linking claims; or spplicant may defer his
o0z hes< petition until the linking claims have been finally
mecmd.s .8.03( but not leter than sppeal. 37 CFR 1.144, >MPEP< §

18.03(c)..

810 . Action on the Merits [R-8]

Ex parte Plckles, 1904 C.D, 126, 109 0.0, 1668,
Ex parie Snyder, 1904 C.D, 243, 110 0.6, 2636,
Ex parte Wesion, 1911 C.D, 218, 173 0.0, 285,

8254 Wm WMm Traverse
slsetion without raverse of (1] in Peper No (2] s

fov. 6, May 1966
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811 Time for Making Requirement [R-8)

- 37CFR 1.142(g), 2nd sentence: “If the distinciness and in-
dependence of the invention be clear, such requirement ** will
be made before any action upon the merits; however, it may be
made atany time before final action in the case at the discretion
of the examiner.”

Thismeans, >the examiner should,< makeaproperrequme-
ment as early ag possible in the prosecution, in the fizst action if
posgible, otherwise as soon as a proper requirement davelops,

s>Before making & restriction requirement after the first
action on the merits, the examiner will consider whether there
will be & serious burden if restriction is not required.<

811.02 Even After Compliance With
Preceding Requirement

Simﬂwml@mmmmmmﬁmbmpummymga
prosecution up to final ection, 8 second requirement may be
mmtzbecmpmw even though there was a prios
sguirement with which applicant complied: Ex parte Benke,
mmn 63, 108 0.G. 1588 (Comm's Pats, 1904),

$11.03 Repeating After Withdrawal ==

wmict“ insde and o
wmammmmm“
on, restriction may again be required.

Proper Even Though Grouped
Together in Parent Case

Even though inventions are grouped together in & require-
WMBmm.mMmgmywmqw
in the divisional case if proper.

812 Who Should Make the Requirement

\ o the subject made blongs,
glephone Restriction Practice

, ltnkm or generic, No
w«wmmmmwemmwm



RESTRICTION IN APPLICATIONS FILED UNDER 35 U.S.C. 111; DOUBLE PATENTING

Thereupon, the examiner should telephone the atiorney of
record and request an oral election, with or without raverse if
desired, afterthe attorney has had time to consider therestriction
requirement, The examiner should avange for a second tele-
phone call within a reasonable time, generally within three
working days. If the attorney objects to making an oral election,
or fails torespond, the usual restriction letter will be mailed, and
this Ietter should * contain * reference to the unsuccessful tele-
phone call. See >MPEP< §§ 809 and 809.02(s).

When an oral election is made, the examiner will thea
proceed to incorporateinto the Office action a formal restriction
requirement including the date of the election, the attomey's
name, and & complete record of the telephone interview, fol-
lowed by a complete action on the elected claims including
linking or generic claims if present,

1188.23 or 8.23.1< should be used to make

1,144), Mnmmmwm wil be venied s
@ comeed the fion-elecied

814

examiner's amendment and pags the case to issue. Prosecution
of the application is otherwise closed.
Ineithersituation (traverse orno traverse), caution should be

. exercised to determine if any of the allowed claims are linking

or generic >claims< before cancelling the non-elected claims,
. Where the respective inventions are located in different
groups the requirement for restriction should be made only after
consultation with and approval by all groups involved. If anoral
election would cause the application to be examined in another
group, the initiating group should transfer the application with
a signed memorandum of the restriction requirement and a
record of theintesview. Thereceiving group will incorporate the
substance of this memorandum in its official letter as indicated
above. Differences a3 to restriction should be settled by the
existing chain of command, ¢.g. supervisory primary examiner
or group director,
mhpmkeisnmiwdwmbymmﬂwmmmmt
on suthority. om examiners must have the prior

814 Indicate Exactly How Application Is
To Be Restricted [R-8)

A.Specles, Themodeof indicating how torequire restriction

between gpecies is set forth in >MPEP< § 800.02(s).
Aspolnted out in Ex parte Liungsirom, 1905 C.D. 541,119
o.a.ms.mmwummmmmmmm
.‘.ﬂ» nitations are ¢ 0 restrict the

Botmmmmtm W‘l Ith oy
the claims in order to determine whuﬁmhimw When
doing this, the claims directed (0 each separate subject should be
mmwmmmwmmmmwwmm
@e

Thisis the beas way to most clearly and precisely indicate to
spplicant how the spplication should be restricted. It consists in
idemifying each sepacate subject amongst which restriction is
required, and grouping each claim with its subject,

The separate inventions should be identified by a grouping
MWWWM&MMMNWWWMM
invention clsimed in cach group, specifying the type or relation-
mwwhmmbymmMisMwnm
.ermmm..mmmmm
sparate status of each group, as foe ex-
ample, byelmmdmm

claims, The mﬁc or other linking claims
MMmmwmmymof&wwmmm
mmﬁehmmwbeMdeim“ymofmmd

jons that may be elected, This fact should be clessly

Rev. 6, May 1068
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81§ Make Requirement Complete

When making a requirement every effort should be made to
have the requirement complete. If some of the claimed inven-
tionsare classifiable in another axt unitand theexaminer hasany
doubt as 1o the proper line among the same, the application
should be referred (o the examiner of the other art unit for
information on that point and such examiner should render the
eLageary mm,

816  Give Reasons for Holding of
Independence or Distinciness [R-8)

Rov. 6, May 1968
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claime.
OUTLINE OF LETTER

A, Suatement of the requirement to restrict and that it is being
made under 35 U.S.C. 121
<Identify each group by Roman numeral
-List claims in each group
«Check accuracy of numbering
Look for same claims in two groups
Look for omitted claims
Give short description of total extent of the subject
matter claimed in each group.
-Point out critical claims of different scope
-Jdentify whether combination, subcombingtion, process,
apparatus or product
-mmzymhmup
regraphs 8.08-8.11 should be used to group

§8.08 Restriction, 2 Groupings
Umnumm mm«m&mmummu
im@m,mwmmmmmmmmmm.
11, Claten [5], deawn 10 {6]s classified in Class [7), subelass {8).

§8.00 Restviciion, Srd Grouping
T Cladm {11, deawn 10 {2], classiffed in Class [3], subcless {4},
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Demonstrate by examiner’s suggestion
OR

Demonstrate apparatus can be used in other process (rare).

«(4) Process of msking and/or Apparatus — Product
Demonstrate claimed product can be made by other
process (or apparatus)
By examiner’s suggestion
OR
Process of making (or apperatus) can produce other
product (rare)
- D. Allegtion of reasons for insisting upon restriction
»smmm!ww

80023

818.02(b)
Examiner Note:
This persgreph must be included in all restriction requirements for
epplications heving joint inveniors.<

" 818 Election and Response

Election is the designation of the particular ons of two or
more disclosed inventions that will be prosecuted in the appli-
cation,

Aresponseisthereply toeach pointraised by the examiner’s
action, and may include a traverse or compliance.

A traverse of a requirement 1o restrict is & statement of the
reasons upon which the applicant relies for his conclusion that
the requirement is in emor.

To be complete, & response 10 8 requirement which merely
gpecifies the linking claims need only include a proper election,

W!mamjectiouombjecﬁmiakwhxdadwﬁhamﬁm
requirement, spplicant, besides making 8 proper election must
mmmmymmmmmmm
the examiner’s rejection or objection. See 37 CFR 1.111,

81801 Election Fixed by Action on Claims

WMMMMMWWWWOM

ton Other Than Expl"m (R-8)

on mey be made in other ways than expressly in re.
requlrement >as st forth in MPEP §§ 818.02(s) -

(R-8]

Where claims to another invention are propesly added and
eatered in the case before an action is given, they are treated as
original claims for purposes of restriction only.

The clsims originally presented and acted upon by the
OM%MMM@MMM@WMWM
aplice subsequently presented cleims o an invention
MMMMWMMMWMMM
SMPEP< § §21.03.

816.02(b) Generic Clalms Only = No
Election of Specles [Re8)

gnd prose-
60, i rrif}v“’f‘:nu:
nficar presents species clalms to

icate an election of & single mem. The practice of
requiring ﬁwﬁmﬁwmmmwﬁmmymcm
amm sxtensive and burdensom
in SMPEP< Q 8%.0!(3)
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818.02(c) By Optional Cancellation of §822 Requirement, Election, Mailed
Claims Applicent is edvised that the response to this requirement to be
complete must include an election of the invention to be exemined even
e . P though the requirement be traversed (37 CFR 1.143).
Where epplicant is claiming two or more inventions (which : ‘
may be species or various types of related inventions) andase  Examiner Note:
result of action on the claims he or she cancels the claims to one This paragreph can be used in Office actions with or without en
ormore of such inveations, leaving claimstooneinveation,and  action on the merits.

such claime acted the examiner, the claimed
b vyt gt ) ¢ 818.03() Must Traverse To Preserve Right

of Petition [R-8]
818.03 Esxpress Election and Traverse
37 CFR 1144, Petition from vequiremens for vestriction,

37CFRIJ43 Romﬂvﬁmdrmirm Afer a final requirement for restriction, the epplicant, in addition

; tomeking eny response duscn theremainder of the sction, may petition
the Commissianer o review the requirement. Petition mey be defervad
until efter finel action on or dlowance of claims to the invention
elsctad, but must be filed not leter then eppesl. A petition will not be
mﬁu&%ﬁmﬂwﬁmormmwummm
(Bes § 1.161.)

>If applicant does not distinctly and specifically point out
gupposed emors in the restriction requirement, the election
should be treated s en election without traverse gnd be g0
indicated to the applicant by use of form paragraph 8.25.2,

§ 8.25.2 Blection Without Traveras Based on Incomplate Response
ommnmwm.mkmm

! )
mdum%w%wmmﬂwmmg

818.03(d) Traverse of Non-Allowance of
Linking Claims

non-allowance of the linking claims is not
8 travesse of the requirement o restrict; it is & traverse of 8
fiolding of non-allowance,

Election combined with & traverse of the non-gllowance of
the linking claims only is an sgreement with the position taken
by the Office that restriction is peoper if the linking type claim
aﬂmmﬁseﬂ@kmmwwﬂmtawmewmm
wmmmm
I.IMwwldmw.wﬁmﬂwmm

product

iueMmtoWﬁmiMbyWﬁmoﬁmwn
The traverse may set forth pasticular ressons justifying the
conclusion that restriction is improper gince the process neces-
sarily makes theproductand thatthese is no other presentknown
process by which the product can be mads, ummnm
final in splte of such traverse, Iheﬁgmwpwm is preserved
even though all linking claims ere canceled

Flev. 8, May 1968 800 - 24
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818.03(¢) Applicant Must Make Own

Election

Applicmtmustmakehismherownehcﬁoh.mexmniner )

will not make the election for the applicant, 37 CFR 1.142, 37
CEFR 1.143, second sentence.

819 Office Generally Does Not Permit
Shife [R-8]

Thegeneral policy of the Office isnottopermit the applicant
wmawmgmmmmmmmm
Wmdm m on the elected subject matier. When

i
1904 C.D, m, 110 @@. 357 (Cm't‘m 1904); end In m
Waugh, 1943 C.D. 411, 853 0.G. 3 (CCPA 1943)

81901

1.141, this
Ne. 2,232,736,

§2001 Old Combination Claimed - Not
an Election [R-8]

Ww%

821.01

806.05(b)), and these claims are rejected®*, subsequently pre-
seated claims to subcombination (B) of the originaily claimed
combination should not be rejected on the ground of previous
election of the ccmbination, nor should this rejection be applied
to such combination claims if they are reasserted. Ex parte
Donnell, 1923 C.D. 54. Final rejection of the reassested “okd
combination” claims is the action that should be taken. The
combination and subcombination as defined by the claims
under this special sitnation are not for distinct inventions. (See
>MPEP< § 806.05(c).) See also >MPEP< § 706.03(j).

820.02 Interference Issues — Not an

Election [R-8]

Where an interference is instituted prioe 10 an applicant’s
election, the subject matter of the interference issues is not
elected, An applicant may, afier the termination of the interfer-
ence, elect any one of the inventions ** claimed.

821 Treatment of Claims Held to be
Drawn to Non-Elected Inventions

[R-8]

Claims held to be drawn (o non-elected inventions, includ-
ing claims to non-elected species, are treated as indicated in
sMPEP< §§ 8§21.01 mmzms b

The propriety of a requiremen
mimmwmmwm 1.144, In re Hengehold,
169 USPQ 473 (CCPA 1971).

Aﬂ claims that the examiner holds »as<® not »beinge
mmmmmmwmm

sonsiderstion by the examiner as set forth in>MPEP< §
W‘Mc)mdﬁm §8 &lnlmmwlm.nwmm
more of euch claims the applicant may traverse the examines's
fiolding that they ase not directed to the elected subject mattes.
‘The propeiety of this holding, if traversed, is appealable. Thus,
if the examiner adheres 1o his or her position afier such traverse,
fie or she should rejece the claims to which the traverse applics
mmmmmmmmwmmw
maties, >Because applicant believes the claims are readable on
the elected invention and the examiner disagrees, the metesand
bounds of the claim(s) cannot be readily ascertained, rendering
mmjmmmmmmmoﬁw
Uogneo Elz' m Barairina.

§21.01 After Election With Traverse
[R-8]

m m mim FeOUrerent is Wm it W bBM'
sonsidered. If, upon reconsideration, the examines is sill of the
m M ELEEICLLOn ’3 W it Md be rwd and

. smade< final *® in the next Office sction, (See >MPEP< §

%3.01 - indoing 50, the examiner should reply to the reasons or
rguments advanced by applicant in the traverse. Form Para-
mhszswbemdmm&umﬁmmkmt

Rev. 8, May 1566
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§ 825 Answer to Arguments With Traverse

Applicent’s election with travezse of [1) in Peper No. [2] is
acinowledged. The traversal is on the ground(s) that [3). This is not
found persuesive beesuse [3].

‘The requiresnent is still deemed to be proper end is therefore made
FINAL.

MANUAL OF PATENT EXAMINING PROCEDURE

lager than appeal”. This is construed to mean appeal to the Board
of >Pateate Appeals >and Interferences<. If the caseisready for
allowance after appeal and no petition has been filed, the
examiner should simply cancel the non-elected claims by
examines’s amendment, calling attention to the provisions of 37

CFR 1.144.

s 1. inset the ivention efectd, 82102 After Election Without Traverse
2. In bracket 3, insert in summasy form, the ground on which :
treversal is based. Where the initial requirement is not traversed, if adhered to,

3, munmﬂimmﬂmmmwhyMWmdwwmfmd

appropriate action should be given on the elected claims and the
claims to the nonelected invention should be wreated by using
Form Paragraph 8.06.

§ 806 Claims Stand Withdrawn Without Traverse
Claim [1] withdrawn from further consideration by the examines,
37m1.14m)ummmmmm Election wasmade
without traverse in Paper No. (3].

I beacket 2, insest invention or spesies,

This will mow ﬂmmmm not retained the sight

1SLANCEs, whmﬂwcmkoﬁwwiw
mmmmmwmmmvmmm
B may be canceled by an examiner’s amend-
: md&wmmdfmm.mmwm
should include Form Paragraph 8.07.

§8o7 Mﬁdﬂmmfm
pplicetion 18 in condition for allowance envept foe to
wmafmm 0 (2] monelected without traverse. Accordingly,
i (3] been cancelled.

fin bracket 2, fnsest elther an invention or species.

821.03 Claims for Different Invention
Added After an Office Action [R-8]

Claims added by amen it following action by the exam-
m m< u sxsm.mm(a).wm invention other then
claimed, should be treated as indicated by 37 CFR
l. o

37 CER §.145, Subsequent presaris
glon.

; wmiymmmmwmummmmm
WMWWMWNWHW nendment
asideration mdmiwswmmn 1.143

The action should include Form Paragraph 8.04,

§8.04 EmwaﬂgMPrmaﬁm
Newly submitted cleim (1] disected ¢ en invention thet is inde-
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pendent or distinet from the invention originally claimed for the
following ressons: [2].
Since spplicent has received an sction on the emerits for the

ariginally presented invention, this invention has been constructively

elected by original presentation for prosecution on the merits. Accord-
ingly, cleim [3] witizewn from consideration as being directed to &
non-elected invention. See 37 CFR 1.142(b) and MPEP §21.03.

Of course, a complete action on all claims to the elected

invention should be given.
Note that the ebove practice is intended to have noeffecton

- the practice stated in >MPEP< § *>2303<,

Anamendmentcanceling all claims drawn to the elected in-
vention and presenting only claims drawn (o the non-elected in-
mmMmmmmSmhmmwmw
Applicant should be notified by using Form Para-

800-27

§22.01

Form Paragraph 8.29 should be used when the conflicting
claims are identical or conceded by applicant to be not patenta-
bly distinct. -

§ 8.29 Conflicting Claims, Copending Applications

Claim [1] of this applicetion conflict with ¢laim [2] of spplication
Serisl Numbez [3]. 37 CFR 1.78(b) provides that where two or more
epplications filed by the same spplicant contain conflicting claims,
eliminationof suchclaims from all but one epplication may berequired
in the sbsence of good and sufficient reason for their retention during
pendency in more then one spplicetion. Applicent is required to eithey
cancel the conflicting claims from all but one application or maintain
& clear line of demarcation between the applications. See MPEP 822,

Essminer Note:
m:pumaphuuppmpmwwhmﬂwconﬂwungclmmndm
tieal or concedad by applicant 0 be not patentably distinet,

822.01 Co-pending Before the Examiner
[R-8]

Uuder 37 CFR 1.78(b) the practice rehnveloomlappmg
applications copending before the examiner (and not
mmmwfmdommwhamqummmwmmct.for
which see >SMPEP< § 804.01), is as follows:
Where claims m one appﬁcam are unpmmable over
pplication of the seme inventive entity
Wﬂwymiwﬂwmmm acomplete enamination
mwmmmmmma application >and all
ippropeias rejections should be entered in each spplication,
rejoctions based upon prior ante, The claims of
on may salsocberejected »on the groundsof
nal hatenting< on the claims of the **sother
nwhether ornotany claimsavoid the prios art. Where
2, the same prior art may be relied upon in eachof the
tionge 9@

sONLY PROVISIONAL DOUBLE PATENTING
REJECTION IN ONE APPLICATION

The "provisional® double patenting rejection should con-
umwwbemadebymmwmmhapphcaummlongm

a double patsnting
mjwﬁmﬁmﬁmmwlﬂﬁmmwam’m’

ONLY PROVISIONAL DOUBLE PATENTING
REJECTION IN TWO APPLICATIONS

If the “provisional” double patenting rejections in both ap-

" plicationsre theonly sejectionssemaining in those

ﬂwmh&aﬂwﬂﬂﬂmwﬁh&wﬂmmﬁcﬂmiﬂmﬁm
Rev. 8, May 196
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appincmsmdpwmﬂwapphcmtomasamm1¢"'7f7' 23 Unity

examiner should maintain the double patenting rejectioninthe - -

odurapplwmua'mommnl doublepmnungremu- - e TR BT e ‘
will be intoa I nmejecuouwlm &emhmwlmrwademmmssmof ofm-

the one application issucs asapakeat< mmmmtcmmrm@m“:ﬂ

Rav.§, Moy 1988 80028





