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35 U.S.C. 111. Apglication for patens

Applicetion for patent shall be made, or authorized t be made, by
the inventor, except as otherwise provided in this title, in writing to the
Comunissioner. Such spplicetion shall include (1) a specification se
preseribed by section 112 of this Gde; (2) & drawing es prescribed by
section 113 of thiz title; 2nd (3) an outh by the applicant es prescribed
by section 115 of this tite. The spplication must be sccompanied by the
fee required by law. The fee end cath may be submitied after the
specification snd sny reguized drawing e submitted. within such
period snd under such conditions, including the peymeat of a sur-
chazge, 2 may be prescribed by the Commissioner. Upon feilure to
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submit the fee and oath within such prescribed period, te applicatior
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the Commissioner that the delay in submiiting the (es end oath was
unavoidable. The filing dete of an application shall be thedats o which
the specification and any required drawing are received in the Palent
and Trademark Office.

37 CFR 1.51 General requisites of an application.

(a) Applications for patents must be made to the Commissioner of
Patents and Trademarks. A complete application comprises:

(1) A specification, including a claim or claims, see §§ 1.71 to
L7

(2) An oath or declaration, see §§ 1.63 and 1.68.

(3) Drawings, when necessary, see §§ 1.81 to 1.68.

(4) The prescribed filing foe, see § 1.16.

(b) Applicents zre encouraged to file an information disclosure
statement, See §§ 1.97 **>and 1 98<.

(c) Applicants may desire and are permitied to file with, oz in, the
application an authorization to charge, at any time during the pendency
of the application, eny fees required under any of §§ 1.16w 1.18 0
deposit account established and maintained in sccordance with § 1.25.

GUIDELINES FOR DRAFTING A MODEL PATENT
APPLICATION

The following guidelines illustrate the preferred layout and
content of patent applications. These guidelines are suggested
for the applicant’s use.

Arrangement and Contents of the Specification

The following order of arrangement is preferable in framing
the specification and, except for the title of the invention, each
of the lettered items should be preceded by the headings indi-
cated.

(a) Tide of the Invention.

(b) Cross-Refesences (0 Related Applications (if any).

(c) Swatement as o rights to inventions made under Feder-
ally-sponsored research and development (if any).

(d) Background of the Invention.

1. Field of the Invention.
2. Description of related art including information dis-
closed under §§ 1.97**>and 1.98<.

(e) Summary of the Invention.

(f) Brief Description of the Drawing,

(g) Description of the Preferred Embodiment(s).

(b) Claim(s).

(i) Abstract of the Disclosure.

Contens

(a) Title of the Invention: (See 37 CFR 1.72(a).) The titke of
the invention should be placed at the top of the first page of the
specification. It should be brief but technically accurate and
descriptive preferably from two w0 seven words.

(b) Cross-References to Related Applications: (See 37CFR
1.78 and MPEP § 201.11.)

() Statement as to rights to inventions made under Feder-
ally sponsored research and development (if any): (See MPEP
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the claimed invention. This item may also be titled “Technical
Field”.

(2) Description of the relsted ast including information
disclosed under 37 CFR 1.97 **>and 1.98<: A paragraph(s)
describing to the extent practical the information known to the
applicant, including references to specific documents where
appeopriate. Where applicable, the problems involved in the
information disclosed which are solved by the applicam’s
invention, should be indicated. This item may also be tided
“Background Information”.

() Summary of the Invention: A brief summary or general
statement of the invention as set forth in 37 CFR 1.73. The
summary is seperate and distinct from the abstract and is
directed toward the inveation rather than the disclosure as a
whole. The summary may point out the advantages of the
invention or bow it solves problems previously existentinthe ant
(and preferably indicated in the Background of the Invention).
Inchemical cases the summary should pointout in general terms
the wtillity of the invention. If possible, the nature and gist of the
invention or the inventive concept should be set forth. Objects
of the invention should be treated briefly and only to the extent
that they contribute to an understanding of the invention. This
itern may also be titled “Disclogure of Invention™.

() Brief Description of the Drawing(s): A reference to and
brief description of the drawing(s) as set forth in 37 CFR 1.74.

(g) Description of the Preferved Embodiment{s): A descrip-
tion of the preferred embodiment(s) of the invention as required
in 37 CFR 1.71. The description should be as short and specific
as isnecessary o adequately and accurately describe the inven-
tion. This item may also be titled “Best Mode for Casrying Out
the Invention".

Where elements or groups of elements, compounds, and
peocesses, which are conventional and generally widely known
in the field o which the invention pertains, form a past of the
invention described and their exact nature or type is not neces-
sary for an understanding and use of the invention by a person
skilled in the art, they should not be described in detail. How-
ever, where particularly complicated subject matier is involved
or where the elements, compounds, or processes may not be
commonly or widely known in the field, the specification
should refer to snother patent or readily available publication
which adequately describes the subject matter.

(b) Claim{s): (See 37 CFR 1.75) A claim may be typed with
the various elements subdivided in paragraph form. There may
be plural indentations to further segregate subcombinstions or
related steps.

Reference characters comesponding o elements recited in
the detailed description and the drawings may be used
conjunction with the recitation of the same element or group of
clements in the claims. The reference characters, bowever,
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should be enclosed within parentbeses 50 as (0 avoid confus
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claims. The use of reference characters is (0 be considered as
having no effect on the scope of the claims.

Claims should peeferably be arranged in order of scope o0
that the first claim presented is the broadest. Where separate
species are claimed, the claims of like species should be grouped
together where possible and physically separated by drawing a
line between claims or groups of claims. (Both of these provi-
sions may not be practical or possible where several species
claims depend from the same generic claim.) Similarly, product
and process claims should be separately grouped. Such arrange-
ments are for the purpose of facilitating classification and
examination,

The form of claim required in 37 CFR 1.75(e) is particularly
adapted for the description of improvement type inventions.
Suchaclaim is to be considered a combination claim and should
be drafted with this thought in mind.

In drafting claims in accordance with 37 CFR 1.75(e), the
preamble is to be coasidered to positively and clearly include all
" the elements or steps recited therein as a part of the claimed
combination.

(i) Abstract of the Disclosure: (See 37 CFR 1.72(b) and
MPEP § 608.01(b).)

Qath or Declaration

(See 37 CFR 1.63, 1.68, and 1.69.) Where one or more
previously filed foreign applicatioas are cited or meationed in
the oath or declaration, complete identifying data, including the
application or serial number as well as the country and date of
filing, should be provided.

THE APPLICATION

The specification-must be filed >in< or translated into the
English language and must be legibly typewritten,written of
printed in permanent ink or its equivaleatin quality. See 37 CFR
" 1.52 and MPEP § 608.01.

The parts of the application may be included in a single
document.

Determination of completeness of an application is covered
in MPEP § 506 >and § 601.01<.

The specification and oath or declaration are secured to-
gether in a file wrapper, bearing appropeiate identifying data
including the serial number and filing date (MPEP § 717).

Note

Division applications MPEP § 201.06.

Continuation applications MPEP § 201.07.

Reissue applications MPEP § 1401.

Design applications, MPEP Chapter 1500.

Plamt applications, MPEP Chapter 1600.

A model, exhibit or specimen is not required as pant of the
application as filed, although it may be required in the prosecu-
tion of the application (37 CFR 1.91-1.93, MPEP § 608.03).
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See, bowever, MPEP § 201.14(c) and § 604.04(a).

‘The Patent and Trademark Office bas initisted a program for
expediting newly filed application papers through pre-examina-
tion steps. This program requires the cooperation of applicants
in order to attain the desired result — a reduction in processing
time.

Therefore, all applicants are requested to include a peelimi-
nary classification on newly filed patent applications. The
preliminary classification, preferably class and subclass desig-
nations, should be identified in the upper right-band corer of
the letter of ransmittal accompanying the application papers,
for example “Proposed class 2, subclass 129

‘This program is voluntagy and the classification submitted
will be accepted as advisory in nature, The final class and
subclass aseignment remains the responsibility of the Office.

601.01 Complete Application [R-14]

37 CFR 1.53 Serial number, filing date, and completion af application.
(2) Any spplication for a patent received in the Patent and Trade-
meark Office will be sssigned e serial number for identification pus-

(b) The filing date of an spplication for patent >filed under this
section< is the date on which: (1) A specification containing a descrip-
tion pursuant to § 1.71 and at least one claim pursuant to §1.75; and (2)
any drawing required by §1.81(a), are filed in the Patentand Trademark
Office in the name of the sctual inventor or inventors as required by
§1.41. No new matier may be introduced into an spplication after its
filing datz (§1.118). SIf ol the numes of the sctuel inventor orinventors
are not supplied when the specification and eny required drewing are
filed, the epplication will not be given  filing date earlier than the date
upon which the numes are supplied unless a petition with the fee set
forth in §1.17(i)(1) is filod which sets forth te reasons the delsy in
supplying the names should be excused. A continustion or divisional

ication (filed under the conditions specified in 35 U.S.C. 120 or
121 and §1.78({s)) may be filed pursuant to this section, §1.60or §1.62.
4 continvation-in-part spplicstionmay be filed pursuant to this section
or §1.62.<

(c) I eny applicationis filed without the specification *>, drawing
or name, or aunes, of the ectual inventor or invenlors< required by
pezagraph (b) of this section, epplicent will be 0 notified and given a
time period within which to» submit the omitted specification *>.<
drawing >, name, of names, of the sciuel inventor, or invenlorns.< in
order to obtain a filing date 85 of the dats of filing of such submission.
>4 copy of the "Notice of Incomplete Application” form notifying the
applicant should sccompeny sny response theseto submitied to the
Office <If the omission is not corrected within the time period set, the
applicstion will be returned or otherwise disposed of; the foe, if
submitied, will be refunded loss **>the< handling fee >eet forth in
§1.2l(a)<

() If an spplicatinn which bhas been accorded a filing date pursusnt
o peragraph (b) of this section does st inclede the appropriste filing
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fee or an oah or declaration by the applicant, applicant will be so
notified, if a correspondence address hes been provided and given &
period of time within which to file the fee, oath, or declaration and to
pay the surcharge s eet forth in § 1.16(e) in order to prevent shandon-
ment of the application. A copy of the "Notice o File Missing Pasts”
form mailed to applicant should sccompeny any response therelo
submitted to the Office. If the required filing fee is not timely paid, or
if the processing and retention fee set forth in § 1.28(1) is not paid within
one yeer of the date of mailing of the notification required by this
paragraph, the application will be disposed of. No copies will be
provided or certified by the Office of an application which bas been
disposed of or in which neither the required basic filing fee nor the
processing and retention fee bas been paid. The notification pursuant
to this paragraph may be made simultaneously with any notification
pursuant to paragraph (c) of this section. If no correspondence address
is included in the application, applicant bas two months from the filing
date to file the basic filing fee, oath or declaration and to pey the
surcharge as set forth in § 1.16(e) in order o prevent abandonment of
the application; or, if no basic filing fee has been peid, one year from
the filing date to pay the processing and retention fee set forth in §
1.21(?) to prevent disposal of the application.

(e) An application for a patent will not be placed upon the files for
examination until all its required parts, complying with the rules
relating thereto, are received, except that cestain minor informalities
may be waived subject to subsequent comrection whenever required.

(f) The filing date of an internationsl application designating the
United States of America shall be treated as the filing date in the United
States of America under PCT Article 11(3), except as provided in 35
US.C. 102(e).

[Pazas. (b) & (c) amended, 54 FR 47518, Nov. 1§, 1989, effective Jan. 16,
1950)

37 CFR 1.53 relates to application serial numbers, filing
dates and completion of applications. 37 CFR 1.53(a) indicates
that a serial number is assigned to any filed application for
identification purposes, even if the application is incomplete or
informal. 37 CFR 1.53(b) provides that a filing date is assigned
to an application as of the date a specification containing a
description and claim and any required drawing and the names
of all inventors are filed in the Patent and Trademark Office.
Failure to meet any of the requirements in 37 CFR 1.53(b) will
result in the application being denied a filing date. The filing
date to be accorded such an application is the date on which all
of the requirements of 37 CFR 1.53(b) are met. Although the
filing fee and oath or declaration can be submitted later, no
amendments can be made (o the specification oe drawings which
will introduce new matter. This practice is authorized by 35
U.S.C. 111 as amended by Pub. L. 97-247. 37 CFR 1.53(c)
provides for notifying applicant of any application incomplete
because the specification or drawing is missing and giving the
applicant a time period to correct any omission. Applicant will
also be notified if all the inventors are notnamed, such as by the
use of "et al.". If the omission is not comected within the time
period given, the application will be retumed or otherwise
Jisposed of and a handling fee >set forth in 37 CFR 1.21(n)<**
will be retained from any refund of a filing fee. 37 CFR 1.33(d)
provides that, where a filing date has been assigned to a filed
specification and drawing, the applicant will be notified if a
correspondence address has been provided and be given a
period of time in which to file the missing fee, oath or declara-
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of 37 CFR 1.136(a).

If the required basic filing fee is not timely paid, or the
processing and reiention fee set forth in 37 CFR 1.21(0) is not
paid within one year of the date of mailing of the notification, the
application will be disposed of. No copies will be provided or
certified by the Office of an application which has beendisposed
of or in which neither the required basic filing fee nor the
processing and retention fee has been paid. The notification
under 37 CFR 1.53(d) may be made simultanecusly with any
notification pursuant to paragraph (c) of 37 CFR 1.63. if no
correspondence address is included in the application, applicant
bas two months from the filing date to file the fee, cath or
declaratica and to pay the surcharge as set forth in 37 CFR
1.16{e) in order to prevent abandonment of the application or
one year from the filing date @ pay the processing and retention
fee set forth in 37 CFR 1.21(1) to prevent disposal of the
application. 37 CFR< 1.53(e) indicates that a patent application
will not be forwarded for examination on the merits wntil all
required pazts have been received. 37 CFR 1.53(f) indicates that
international applications filed under the Patent Cooperation
Treaty which designate the United States of Americaare consid-
ered to have a United States filing date under PCT Asticle 11(3),
except as provided in 35 U.S.C. 102(e), on the date the require-
ments of PCT Asticle 11(1) (i) to (jii) are met.

Effective February 27, 1983, in accordance with the provi-
sions of 35 U.S.C. 111 and 37 CFR 1.53(b), a filing date is
granted to an application for patent, which includes at least a
specification containing a description pursuant 0 37 CFR 1.71
and at leastone claim pursuantto 37 CFR 1.75, and any drawing
referred to in the specification or required by 37 CFR 1.81(a),
which is filed in the Patent and Trademark Office and which
names the acwal inventor or inventors pursuant to 37 CFR
1.41(a). If an application which bas been accorded a filing date
does not include the appeopriate filing fee or oath or declaration,
applicant will be so notified and given a period of time within
which w file the missing parts (o complete the application and
to pay the surcharge as set forth in 37 CFR 1.16(e) in order to
prevent abandonment of the application.

Applicants should submit a copy of the notice(s) to file
missing pans and the notice(s) of incomplete applications with
the response submitted w the Patent and Trademark Office.
Applicants should also include the application serial numberon
all correspondence to the Office. These measures will aid the
Office in matching papers to applications, thereby expediting
the processing of applications.

Inorder for the Office to so notify the applicant, acorrespon-
dence address must also be provided in the application. The
address may be different from the Post Office address of the
applicant. For example, the address of applicant’s registered
atorney o agent may be used as the correspondence address. If
applicant fails to provide the Office with a comespondence
address, the Office will be unable to provide applicant with
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the application must be completed and 37 CFR 1.53(d) gives
applicant two months from the filing date in which w© do so
before abandonment occurs. > This tisne period may be extended
pursuant to 37 CFR 1.136.<

The oath or declaration filed in response 0 such a notice
under 37 CFR 1.53(d) must be executed by the inventors named
onfiling unless a petition for correction of inventorship comply-
ing with 37 CFR 1.48 is filed within the time period set.

The oath or declaration filed in response t0 such a notice
must identify the specification and any amendment filed with
the specification which is intended to be past of the original
disclosure. If an amendment is filed with the oath or declaration
filed after the filing date of the application, it may be identified
in the oath or declaration but may not include new maiter. No
new matier may be included after the filing date of the applica-
tion. See MPEP § 608.04(b). If the oath or declaration improp-
- erly refers to an amendment containing new matier, a supple-
mental oath or declaration will be required pursuant o 37 CFR
1.67(b), deleting the reference to the amendment containing
new matier. If an amendment is filed on the same day that the
application filed under 37 CFR 1.53 is filed and is referred to in
the original oath or declaration filed with or afier the applica-
tion, it constitutes a part of the original application papers and
the question of new matter is not considered. Similarly, if the
application papers are altered prioe to execution of the oath or
declaration and the filing of the application, new matierisnota
consideration since the alteration is considered as part of the
original disclosure.

An amendment which adds additional disclosure filed with
a request for a continuation-in-part application under 37 CFR
1.62 is automatically considered apart of the original disclosure
of the application by virtue of the rule. Therefore, the oath or
declaration filed in such an application must identify the amend-
mentadding additional disclosure as one of the papers which the
inventoe(s) has "reviewed and understands” in order to comply
with 37 CFR 1.63. If the original oath or declaration submited
in a continuation-in-part application filed under 37 CFR 1.62
does not contain a reference to the amendment filed with the
request for anapplication under 37 CFR 1.62, the examiner must
require a supplemental oath or declaration referring o the
amendment.

37 CFR 1.63 requires that an oath or declaration “identify
the specification o which it is directed.” Since filing dages are
now granted on applications with the oath or declaration being
filed later with a surcharge, the question has arisen as o what
information must be supplied in the oath or declaration W
identify the specification to which it is directed and 0 comply
with the rule.

The declaration form suggested by the Office includes
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a specification:
(1) name of inventor and application serial number;
(2) name of inventos, attomey docket number which
was on the application as filed, and filing date of the
awlim‘mu

(3) name of invento, title of invention and filing date;

(4) name of inventos, title of invention and reference o
a specification which is atiached to the oath or declaration
at the time of execution and filed with the cath or declara-
tion; or

(5) name of inventor, title of invention and a statement
by aregistered attorney or agent that the application filed
in the PTO is the application which the inveator executed
by signing the cath or declaration.

If the oath or declaration is filed with an “attached” specifi-
cation as indicated in item (4) above, it must be accompanied by
a statement that the “attached” specification is a copy of the
specification and any amendments thereto which were filed in
the Office in order to obtain a filing date for the application.
Such statement must be a verified statement if made by a person
not registered to practice before the Office.

QOaths or declarations which do not meet the requirements
set forth above will 6ot be accepted as complying with 37 CFR
1.63 for completing an application. Any variance from the
above guidelines will only be considered upon the filing of a
petition for waiver of the rules under 37 CFR 1.183 accompa-
nied by a petition fee (37 CFR 1.17(h)). Supplemental oaths or
declarations in accordance with 37 CFR 1.67 will be required
in applications in which the caths or declaralions are not
completely filled in but contain sufficient information to iden-
tify the specifications to which they apply as detailed above.

The periods of time within which applicant must complete
the spplication may be extended under the provisionsof 37CFR
1.136. Applications which are not completed ina timely mannes
will be abandoned.

The following forms used by Application Branch to notify
applicants of defects are reproduced oa the following pages.
“Notice w File Missing Pasts of Application - Filing Date
Granted™ form PTO-1533; “Notice w File Missing Parts of
Application - No Filing Date “; form PT0O-1532, “Notice of
Informal Application™ form PTO-152; “Notice of Incomplete
Application”, form PTO-1123, and “Notice of Incomplete Ap-
plication filed Pursuant to 37 CFR 1.60™ form PTO-1534.
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OATE MARED:

NOTICE TO FILE MISSING PARTS OF APPLICATION
FILING DATE GRANTED

A fling date hae been grented to this epplication. However, the fellowing perte ere missing.
it <)l miesing perts ere filed within the peried st below, the utal emeunt owed by epplicant es @
C lerge catity, O amall eatity (verified etatement filed), is §

1.0 The eesstery besie fling fos is: O missing O tnsufBdsat. Agpliennt es e O lape etity
O emsll entity, must submit § te emmplate the bede filing fue ead WUST 4180
SUBHIT THE SURCHARGE 43 INDICATED BELOW.

20 Addidens) deimfessel § [ 1) nhandvamnmﬁmmmmymmdnduph
dopendent delm fe, wre required. Applicent muet cubmit the edditiona) claim fess or eanoe) Ure additiens)
claims for which o ere dus. NO SURCHARGE IS REQUIRED FOR THIS ITEM.

8.0 The cath @ docloration:
0 i miming.
[} dase not eover inme wmitied et time of amscution.
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Numhse end Filing Dato is required. A SURCHARGE MUST ALSO BE SUBMITTED AS INDICATED

6.0 The eath e declaretion dose uat identify e epplication to wiich i epplies. An anth @ decloration in

plisnee with 87 CFR 1.€9, identifying the epplication by the ebove Applisation Number and Filing D!
::.nquind. Amcmmmumum%nmmm TED BELOW. “

6.0 ‘The dgneture tothe eath er declaretion is: [ wissing: T o wpreduction; [ by @ pereon ether than the
mc;::MWﬂMlﬂlﬁcl(? Amﬂym:m:::hnuw
:«md. A SURCHARGE 3UST ALSO B BELOW.

6.0 mmemmmwhmn—mmcm~

&a m-mwmmdmmmww
the emitied invente(e), idsntifying Uils eppliention by the ahove Applicatien Number ead Recsipt Data jo
veguired. 4 SURCHARGE INDICATED BELOW.

YUET 4180 BE SURMITTED AB INDICATED
7.0 Theepplication wesfledin o langusge cther then Bagiish. Applisant must e o verilied Eaglish trenslation
dm:,,liuﬁn::hh:“ wmidae 37 CBR, 1.200), waless thin for bas eirendy boon paid. KO
SURCHARGE I8 REQUIRED POR THIS ITENM.

8.0 AS. ... Foesigsing fse lb vaguired G retusued checks. (37 CPR L12 (@),
9.0 Teer Gling rouigt wan malled b eowee hosauss daock wes robuued withest peyanat:

10. 0 Giher. -

fm Agpliensisn Nareher eod Fillag Dots bave baon assigned t this epplisation. Ths wissing perts aad foen
WmuunuumummmmmmmorA
mdt_—_ﬁh“ct_—_ G eznell entition whe heve fled a wrified

slatement Caimiag sath cats. The eurdiargs is s fureh o 37 CFR 1.1@e). Agglissat ib givea ONE
mmmmnummoamummumnmmuam
m.mmaummvuumaﬁmmummummm
toeveid chandonment. Bxtensisas of tizns By be ditained by Gling v petition compmpanied by the extension
e under Gio grovisien of 37 CFR 1.13He)

Direst \he respense o, ved ny Guantions e, Vs waiize to ATTENTION: Apglistios Prowmesing
Divisian, Specisl Presusting vad Cormiugandans Drendh.

A copy of this notice MUST be returned with response.

Per Mosagw, Lppliaien Pressming Divisien
(%08) 908-1902

O P04 GEY. 840
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| Gmaaeemes | MGEFTOAE |

|

NOTICE TO FILE MISSING PARTS OF APPLICATION~
KO FILING DATE

Pumbmen t» Farm PTO-11ZH

In onder o avoid peyment by epplicant of tUie ercharge vequired ¥ ems | end 3-8 are Biled efer
tﬂeﬁlwﬁu&eMﬁma&thWch&umn

I ol missing parts of Uiis fore ead oo the “Netice of lnccmplete Agplication™ ese fied together,
&;mﬂmuﬂhqﬂw.nUWﬂyD-ﬂa&yWWmM)
is

lnmmhnﬂnchnﬂmnm cmuyn
small entity must suhmit mmmumm@
THE SURCHARGE. iF REQUlRED INDICATED BELOW.

2. O Additional claim foes of $acmmmnnn {u) O omall
sultiple depudtm claim foe. .mmd. UFW-'#! mnﬁwmwm
!?Ro"l'ﬂls ITEM. for foms o e NO

3. O The cath or decloration:

O iz miseing.

C dom ot cover keme reguired e tie “Ratice of lncumplete Applicatica”™.
Anathocdeehutmmmmmtha‘lcnx& ing w the ehove Serial
Number end Deve @ SURCHARGE, , MUST ALSO BE
SUBMITTED AS INDICATED

G.Dmmhotdlchmmdmlmﬁmﬁmmul'wﬁ A.nouhor
declaretion in co-plum with 3. CFR 1.63. ulmt uv&hu
Serig) Number and Date is HARGE, xm MUS'I‘
AI.SOBESL‘BMH'I‘!DASIND!C
8. nm mwmmudnhuiukn ) & vepreduction; U by @ peresn other
uammnh $.42. 1.¢3, o2 1.47. & vignad

in complionce with 37 CFR 143, to the shove Serial
%Dcu is mmnd 4 SURCHARGE, nm.so BE SUBMITTED A8

6O 1\: ef Uhe m )i focun tha esth dnhuﬁu.
cignetuge Mkﬁ: ) -hﬁ. " : .
cmitied wvemanial.
-d' IM%IM A svmum' 'urmum" 150 BE m’m'm:n AS

% un_musmumummmm».
& O Ohar:

Wma-smmwhuwmmqum-mm
enclessd wih s fovem. U convarreet Bling of o veguized lunms B
8% pengible, mt-i'm“hm-mummm&&dmdh

é E
gi
Ly
f!!
E!E
L
:
iég

W“ﬁkdmmﬂ“lﬂmmmnomhm
date grenied v eveid ehonduement. Unteasions of e oltsiond by (Risg @
mummu*mmunmnm»
Disect the response to. sed ony questives ebowt. this notise o the wailsrsigned, Attention:
bupplicaion Drach.

i

e Cifise Uoo Culy

j=} ] [} ]
Vor: Weesgw. Lgplimtinm Preoumlag Biclioen B =} ]
20 4b- 1908 g= g:
U PR D S 6%
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B0 VT VARIBER 6860 0AT0

DATE MAILED:

NOTICE OF INFORMAL APPLICATION
(Auschrent w Office Action)

‘This spplication does not conform with the wiles goveming epplications for the renson(s) checked
below. The pariod within which to corvect these requirements end eveid shendonment is st in the
sccompanying Office ection.

A. Anew oath or declarution, identifying this epplication by dw epplication sumber end filing dets is
required. Tha oath or declarstion does not comply with 37 CFR 1.63 inthe i

1. does not identify e city end state or foreign country of residence of each invenior.
2.3 doss unt idenify the citisenship of each inventoe,

3.17] does not sate whether the inventor i @ eole or joint inventor.

4.} does not wate et Uie pervon meking the oath or declaretion:

& £ hes reviewed snd undersiends the contents of Uie specification, inchuding the
¢leims, @8 unended by @y emendment specificelly relered o in the cath er
decloration.

b. L) believes the named inventor or inventors to be e criging end frm inventor
or invensors of the subject matter which is claimed end for which & peses is sought.

c. L) scknowledges the duty w disclose informetion which is maurisl w0 petesgabilisy

’ a8 defined in 37 CFR 1.56.

$.C3 does ot identify the foreign spplication for petent or inventors cenificate on which

. pricrity is claimed pursuent o 37 CFR 1.55, &d ey foreign epplication heving e filing

- daze bafore Gt of te epplicetion on which priovity is cleimed, by epecifying U
application serisl sumber, country, day, month, end yeer of i filing,

6.CJJ doss not state that the person making the ceth @ declerution sckmowlagus the duy ©
discloss information which b maensisl w patentability e delined in 37 CFR 156
which beceme gveilable batwesn Gia filing date of G price spplicetion ed Mling das
of the continpation-in-pest epplication which discloses @l claima subject maties in
sddition to thas disclosed in the grice epplication (37 CFR 1.63(4)).

7. &2 does not inclads the date of enecution.

8. L. does notuse permenent ink, o its equivelent in quality, s vequired under 37 CFR 1.52(a).

9. L= contaips non-inidaled aherstions (See 37 CFR 1.52(c)).

102100,

B. Applicant is required v provide:

1.0 A sememens digned by epplicant giving his or her complels vame. A full neme must
include ot basst cas given name without shtwevistion es requized by 37 CFR 1.41(e).

2.3 Proof of sutherity of the lagal representative under 37 CFR 1.44.

3.5 An ebewact in complisnce wile 37 CFR 1.72().

4.0 A sumement signed by epplicent giving his or her complets post office eddress (37 CFR
1.33(a)).

8.6 A copy of the specification writtan, typed, or pristed in permanent ink, or it equivelent

uiaqudkystmidbyﬂm 1.32(e).
6.5 Othee.

600-8
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Neotice of Incomplete Application
A filing date bas NOT been easi to the ehove identified i for the (e}
%_ assigned epplication papers regnon(s

1. [ The opecification (dsscription end claims):
& O is minsing
[N YT —— T
€. [J doos not include & written deseription of the invention.
d. O does not include ot losst cae claim in complisnce with 38 US.C. 112

A complate mecification in complisnce with 36 US.C. 112 & required.

uaggmdrms)_mmmmhmummmmss

3. [ A deawing of epplicant’s invention B required since % o nocsssary for the wndesstanding of -
the subject matier of the invention in compliance with 35 U.S.C. 113.

theduuofthswﬁuorth will be returned or otherwine disposed of.
- Any fos which hes been submitted will be ll.l% e, HABNIME foe. Seo 37 CFR 1.53(c).
mmmm-mummwmmammmmmm unlmothmvm
"md were eubmitted, or ere not vecemary for
e filing date, wyst be by way of & petition wmmammamm
Comhiomm&mummiodbym mm(avcm l.l'i(h)) !ftln
g&mmmzmmm.mmm the petition e may be

Infvemation Concerning Putenin®. Dot POED cmmmmns
R T T
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[ omos aganmn. | Ve Giee |

DATEUARED:
Notice of Incomplete Agggeaﬁn Filed Pureuant to
87 1.60

4 filing date has NOT been eszigned eince 37 CFR 140 hes vet been complied with foe the
reason(s) indicated below:
1.0 A eopy of the epecification (Jescription and claims) filed in the parent epplication:
e O i missing.
b. B bes page(s) e B l00I0E.
e 2 bes the description of the invention missing.
=Y ) —
2. 0 4 copy of the cath oz declaration flled in the parent epplication Is missing.

3. D The copy of the ocath or declaration filed does not show applicant(s) signature or an
indication on the cath oe declaration thet ¥ wes signed.

4. O A copy of the drewings es filed in the perent epplication iz missing.

€. O A otatement that the filed ere o true copy of the ion and
epplication pepere 8 trus ¢ mmm

tha

epplication introduced new wmtter thevein is missing. Such ststement must be by
applicant er epplicant's ettorney ar t end must be e verifled statement ¥ made by @
person Bot ngistered to peactice bafore the United States Patent end Tredemask Ofice.

7.0 Other:

e
i
i
r%{gi
g §,;l
f"!;
?EEEI
%?gzg

‘5’:!
il
ol

it
;i
il
5
:
;

g
gz
I
!
i
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PARTS, FORM AND CONTENT

60102 Power of Attorney or Authorization
of Agent [R-8]

The attorney's or agent's full post office address (including
ZIP code number) must be given in evesy power of altomey of
authority of agent. The telepbone number of (he attomey or
agentshould also be included in the power. The prompt delivery
of communications will thereby be facilitated.

Usually a power of attorney or authorization of agent is incoe-
porated in the oath or declaration form. (See >MPEP< § 402)

601.03 Change of Correspondence Address
[R-8]

Where an attomey or agent of record (or applicant, if he >or
she< is prosecuting >the<*® application pro se) changes his or
her correspondence address, he or she is respoasible for
promptly notifying the Patent and Trademark Office of >the<**
new correspondence address (including ZIP Code number). The
- npotification should also include bis or ber telephone number.

A separate notification must be filed in each application for
which >3 person< ¥¥ is intended (o receive communications
from the Office. In those instances where a change in the
correspondence address of a registered attorney or agent is
necessary in a plurality of applications, the notification filed
each application may be a reproduction of a propesly executed,
original notification. The original notice may be sent to the
Office of >Enrc:Iment and Discipline<®* as notification (o the
Attorney’s Roster of the change of address, or may be filed in
one of the applications affected, provided that the notice in-
cludes an anthorization for the public o inspect and copy the
original notice in the event ooe of the applications containing a
copy matures into a patent and the application containing the
original paper is either pending or has become abandoned. The
copies submitied I each affected application must identify
where the original paper is located.

See >MPEP< § 711.03(c) for treatieat of petitions to revive
- applications abandoned as a consequence of failure to timely
receive an Office action addressed to the old comrespondence
address.

The > required < notification >of change of comrespondence
address<* need take no particular form. However, it should be
provided in a manner callingattention to the fact that a change
of address is being made. Thus, the mere inclusion, in & paper
being filed for another purpose, of an addsess which is different
from the previously provided correspondence address, without
mention of the fact that an address change is being made would
notordinarily be recognized or deemed as instructions to change
the address on the file record.

The obligation (see 37 CFR >10.11<) of a registered attor-
ney or ageat to notify the Attorney’s Roster by letter of any
change of his >or her< address for entry on the register, is
separate from the obligation to file anotice of change of address
filed in individual applications. See >MPEP< § 402.

600-11

>See MPEP Chapter 1800, especially MPEP §§ 1898.07(a)
- 1898.08(a) for requirements for entsy into the national stage
before the Designated Office or Elected Office under the Patent
Cooperation Treaty (PCT).<**

602 Original Oath or Declaration [R-14)

35 U.8.C. 28. Declaration in liew of oath.

(a) The Commissioner may by rule prescribe that any document to
be filed in the Pelent and Tredemerk Office and which is required by
any law, rule, or other regulation to be under oath may be subscribed
to by e writien decleration in such form a5 the Commissioner may
prescribe, such declarstion to be in liew of the cath otherwise required.

(b) Whenever such written declarstion is vzed, the document must
wam the declerant that willful felse statements and the like are
punisheble by fine or imprisonment, or both (18 U.S.C. 1001).

35 US.C. 26. Effect of defective execution.

Any document to be filed in the Patent and Trademark Office and
whick is required by any law, rule, of other regulation to be exscuted
in & specified manner may be provisionally sccepied by the Commis-
sioner despite & defective execution, provided a pwopesly executed
document is submitted within such time s may be prescribed.

38 U.S.C. 115. Oath of the applicans.

'Iheapphcannhallmakeonhmuhebelnveshmelfmbethe
original and firet inventor of the process, machine, manufacture, or
compogition of maite, or improvement thereof, for which be solicits a
patent; and shall state of what country be is & citizen. Such oath may be
made before any person within the United States suthorized by law to
administer oaths, or, when made in & foreign country, before any
diplomatic oz comsuler officer of the United States suthorized to
administer ouths, or before any officer baving an official seal and
suthosized to sdminister oaths in the foreign country in which the
applicant may be, whose authosity is proved by centificete of a diplo-
matic or consular officer of the United States, or apostille of en official
designated by a foreign country which, by treaty orcoavention, scoords
likke effectto apostilles of designated officials in the United Stetes. Such
oath is valid if it compliss with the laws of the state or country where
made. When the spplication is mede w8 provided in the title by a person
other than the inventor, the oath may be $o veried in form that it can be
made by him.

37 CFR 1.63 Oash or declaragion.

(a) An oeth or decleretion filed under § 1.51(e)(2) s a pastof an
application must:

(1) Be executed in sccordance with either § 1.66 or §1.68;

(2) Identify the specification to which it is directed;

(3) dentify each inventor and the residence and country of
citizenship of each inventor; and

(4) Stz whether the inventor is 8 sole or joint inventor of the
investion claimed.

(b) In eddition to meeting the requirements of paregraph (), the
oath or declaration must state thet the person making the oeth or
declarstion:

(1) Has reviewed and undersiands e contents of the specifice-
tion, including the claims, s smendad by any smendment specifically

Bev. 14, Nov. 1992
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referred o ia the oath or declezation;

(2) Believes the named inventor of inventors i be the original and
first inventor or inventors of the subject matter which is claimed and for
which a petent is sought; and

(3) Acknowledges the duty to disclose »to the Office ali< informa-
tion **>known to the person to be< material to **>patentability as
defined in< § 1.56%,

(c) In addition to meeting the requirements of parsgraphs (a) and
(b} of this section, the cath or declaration in any spplication in which
aclaim for foreign priority is made pursuantto § 1.59 must identify the
foreign application for patent or invenior's cextificate on which priosity
is claimed, and any foreign application having e filing date before that
of the application on which priority is claimed, by specifying the
application number, country, day, moath end yeer of its filing.

(d) In any continuation-in-part application filed nader the condi-
tions specified in 35 U.S.C. 120 which discloses and cleims subject
matter in addition to that disclosed in the prior copending application,
the oath or declaration must elzo state that the person mseking the cath
or declaration scknowledges the duty to disclose o the Office all
information known (o the person to be< material *>to patentability< as
defined in § 1.56%>,< which *>became available< between the filing
date of the prioe applicetion and the national or PCT internationel filing
date of the continuation-in-part application.

{Paras. (b)X3) & (d) emended Jan. 17, 1992, 57 FR 2021, effective Maz. 16,
1952}

37 CFR 1.68 Declaration in lieu of oath.

Any document to be filed in the Patent and Tredemerk Office and
which is required by any law, rule, or other regulation to be under cath
may be subscribed to by e writtzn declezation. Such declesation may be
vsed in lieu of the oath otherwise required, if, and only if, the declarant
is on the same document, werned that willful felse statements and the
like are punishable by rine or imprisotanent, or both (18 U.S.C. 1001)
and may jeopardize the validity of the application or any patent issuing
thereon. The declarant must set forth in the body of the declaration that
all statements made of the declerant’s own knowledge are truz and that
all statements made on information end belief are believed (o be tue.

18 U.S.C. 1001. Statememnss or entries generally.

Whoever, in any matter within the jurisdiction of eny depertment
or agency of the United States knowingly end willfully falsifies,
conceals, or covers up by any trick, schems, or device & material fact,
or makes any false, fictitious or fraudulent statements or represenia-
tions, ormakes or uses any false writing or document knowing the same
o contain any false, fictitious or fraudulent statement or entry, chall be
fined notmore than $10,000 or imprisored not more then five yeurs, or
both.

STATUTORY DECLARATIONS

Pateat and Trademark Office are authorized w©
accept a siatutory declaration undes 28 U.S.C. 1746 filed in the
Patent and Trademark Office in lien of an "oath” or declaration
under 35 U.S.C. 25 and 37 CFR 1.68, provided that the statutory
declaration otherwise complies with the requirements of law.

Section 1746 of Titke 28 of the United States Code provides:

Whenever, under any law of the United States oe under any rule,
rwegulation, order, of requirement made pursusnt to law, say matler is
required to be supported, evidenced, estsblished, or proved by sworn
declaration, verification, cestificate, statement, outh or affidevit, in
writing of the person making the same (other than a deposition, or 2

Rev. 14, Nov. 1992

{1} If exacuted withow the United States:

“L doclare(oscentify, verify, e tiate)under ponslty ~f periury under
the laws of the United States of Amezica thet the foregoing is true and
correct. Executed on (date).

(Signatuge).”

{2] If erecwied within the United States is territories, possessions,
or commonwealths:

*I declare (or cextify, verify, or state) under penalty of perjury that
the foregoing is tue and cosrect. Executad on (date).

(Signature).”

Qaths and declarations submitted in applications filed after
May 1, 1975 must make reference to applications for inventor’s
certificates on which priority is claimed and any Giled prior to the
filing date of an application on which peiceity is claimed.

A 37CFR 1.68 declaration need not be ribboned to the other
papers, even if signed in a country foreign (o the Umnited States.
When a declaration is used, it is unnecessary to appear before
any official in connection with the making of the declaration. It
must, however, since it is an integral part of the application, be

By statute, 35 U.S.C. 25, the Commissioner has been ém-
powezed to prescribe instances when a written declaration may
be accepted in liew of the cath for “any document to be filed in
the Patent and Trademark Office”.

The filing of a written declaration is acoeptable in lieu of an
original application oath that is informal.

If all foreign applications bave been filed within twelve
moaths of the U.S. filing date, applicant is required only torecite
the first such foreign application of which priority is claimed,
and it should be clear that the foreign application referred to is
the first filed foreign application. The applicant is required
recite all foreign applications filed prioe to the application on
which priority is claimed. Itis required to give the foreign serial
number and name of the country or office in which filed, as well
as the filing date of the first filed foreign application.

In the oath, the jurat must be filled out, and the word “sole™
or “only”™ must appear if there is but one inventor, and “joind” if
WO OF more inventoss.

When joint inventors execute separate oaths or declarations,
each oath or declaration should make reference to the fact that
the affiant is a joint inventor wgether with each of the other
inventors indicating them by name. This may be doae by stating
that be o she does verily believe himself or berself to be the
original, first and joint inventor together with“Aor A& B, et
as the facts may be.

A seal is usually impeessed on an oath, See MPEP *§ 604
and >§< 604.01 and 37 CFR 1.66. However oaths executed in
many states including Alabama, Lovisisna, Maryland, Massa.
chusetts, New Jersey, New York, Rhode Island, South Carolina
and Virginia need not be impressed with a seal.
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If a claim is presented for matter not originally claime
embraced in the origina! statement of invention in (e speci
tion a supplemental oath or declaration isrequired. 37 CFR 1.67,
MPEP § 603,

The following form paragraphs may be used o indicate
errors in the cath or declaration.

§ 6.05 Oath or Declaration Defective

The osth or declaration is defective. A new oath or declasation in
compliance with 37 CFR 1.67(a) identifying this application by Serial
. Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declegation is defective because:

Exnminer Note:
1. One or move of the appropriate paragraphs 6.05.1 w0 6.05.17 must
follow this peragraph.

2. if none of the paragraphs apply, then an approprisie explanation
of the defect should be given immediately following this peragraph.

§ 6.05.4 Sole or Joint Designation Omitted
It does not state whether the inventor is a sole or joint inventor of
" the invention claimed.

Examiner Note:
This pezagreph must be preceded by paregraph 6.05.

§6.05.5 “Reviewed and Understands” Statement Omitied

It does not state that the person meking the oath or declsration bhes
reviewed and understands the contents of the specification, incloding
claims, a5 amended by any amendment specifically referred (o in the
outh or decleration.

Ezsminer Note:
This paragraph must be preceded by paragreph 6.05.

§6.05.6 Original and First Omitted

It does pot stais that the person making the oath or declarution
believes the named inveitor or inventors to be the original and first
inventor or inventors of the subject matter which is claimed and for
which s patent is sought.

° Ezaminer Note:
This pazragreph must be preceded by paragreph 6.05.

§6.05.7 Day of Disclosure Omitied

It does not state thet the perecn making the oeth or decleration
acknowledges the duty o disglose >t the Office ali< information
s known to the parson to be< material t **>patentsbility e defined
in 37 CFR< 1.56°.

Esaminer Note:
This paragreph must be preceded by pazagreph 6.05.

§6.05.8 Idemtification of Foreign Applications Omitted

It does not identify the foreign application for pelent or inventoe's
certificate on which priority is cleimed pursusnt to 37 CFR 1.55, end
any foreign application having & date before that of the applicetion oa
which griority is claimed, by specifying the spplication aumber,
country, dey, month end yesr of filing.

Esaminer Note:
This pwagraph must be peeceded by pazagraph 6.05.

600- 13

WmmmmmPCTmmwmmngofm
continuation-in-pant applicetion.

Exsminer Note:
This parsgreph must be preceded by peragraph 6.08.

§6.05.15 Nost in Permanems [nk
The{l] is not in pesmenent ink, ot its eguivalent in quality, s
requised under 37 CFR 1.52(a).

Ezsminer Note:

1. Inm bescket 1, insent either signature or osth/declaration.

2. This peragraph must be preceded by pasagraph 6.05.

3. If other portions of the disclosure are not in permenent ink, use
paragraph 6.32.

§6.05.16 Non-Initicled Altevasions
Non-initisled dlterstions heve been mede (o the osth oz declazation
(see 37 CFR 1.52(c) and 1.57).

Ezamiser Note:
This peragraph must be preceded by paragreph 6.05.

16.05.17 Declaration Clause Omitted
The cleuse regerding “willful felse statements ...” reguired by 37
CFR 1.68 has been omitied.

Exzminer Note:
This paragraph must be preceded by paragraph 6.05.

602.01 Oath Cannot Be Amended [R-8]

‘The wording of an oath or declaration cannot be amended
altered or changed in any manner after it has beea signed. If the
wording is not correct or if all of the required affirmations have
not been made or if it has not beea properly subscribed to, anew
oath or declaration must be required. However, in some cases a
deficiency in the cath or declaration can be corrected by a
supplemental paper and a new oath or declaration is not neces-

sary.
Foe example, if the oath does not set forth evidence that the
notary was acting within his or her jurisdiction at the time he or
she administered the oath, a certificate of the notary thatthe oath
was taken within his or ber jurisdiction will correct the defi-
ciency. See >MPEP< § 602 and § 604.02.
Applicantmay be so advised by using Form Paragraph 6.03.

§6.03 Oath, Declaration Cannot Be Amended

& new cath or declaretion is requized becuase [1]. The wording of
an oeth or declerstion cannot be smended. I the wording is nol correct
ot if &l of the required effirmutions beve oot been made or if W bes not
been propesly subscribed to, 2 vew ceth or declerstion is reguired. The
vew cath ot declaration muest propesly identify the spplicativn of which
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it is to form a pazt, prefesably by Sevial Number snd filing deis in e
body of the osth or declazation, See MPEP 602.01 and 602.02.

Ezsminer Nole:

1. This paragraph is intended primarily for use in pro se applica-
tions.

2. Use Paragraph 6.05 and one or more of parsgraphs 6.05.1
6.05.17 for a defective oath or declaration in a cass where there iz ¢
power of attorney.

602.02 New Oath or Substitute for Original

In requiring a new oath or declaration, the examiner should
always give the reason for the requirement and cali atiention 0
the fact that the application of which it is to form a part must be
properly identified in the body of the new oath or declaration,
preferably by giving the serial number and the date of filing.

Where neither the original oath or declaration, nor the
substitute oath or declaration is complete in itself, but the two
taken together give all the required data, no fusther oath or

602.03 Defective Oath or Declaration [R-8]

In the first Office action the examiner must point out every
deficiency in a declaration or oath and require that the same be
remedied. >Applicant may be informed of deficiencies in the
declaration or oath by form paragraphs 6.05 and 6,05.1 -
6.05.17.

§ 6.05 Oark or Declaration Defective
The oath or declaretion is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective becauge:

Examiner Note: )

1. Oune or more of the eppropriate paragraphs 6.05. 1 t0 6.05.17 must
follow this paragraph.

2. If none of the paragraphs apply, than an appeopriate explanation
of the defect should be given immediately following this peragraph.<

However, when an application is otherwise ready for issue,
an examiner with full signatory suthority may waive the follow-
ing minor deficiencies:®® -

Minoe deficiencies in the body of the cath or declara-
tion where the deficiencies are self-evidently cured in the
rest of the oath or declaration, as in an oath or declaration
of plural inventors couched in plural terms except for use
of “sole inventors” is asseried. In re Searles, 164 USPQ
623.

If #* the above *>is< waived, (he examiner should write in

the margin of the declaration or oath a notation such as “Refes-
ence to the sole inventor rather than joint inventors waived;
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tion pursuant to 35 US.C. ZSm'ZBUSC 1746 contain the
language required therein, cannot be waived.<

**If the defect cannot be waived, Form Paragraph 6.46 should
be used when the application is allowable.

§6.46 Case Allowed, Substitute Declaration Needed

Applicant is now required to submita substitute declarstionor cath
to correct the deficiencies set forth [1]. The substitute oath or declara-
tion must be filed within the three month shortened statutory period set
for response in the “NOTICE OF ALLOWABILITY™ (PTOL-37).
Extensions of time may be obtained under the provisions of 37 CFR
1.136(a). Failure to timely file the substitute declarstion (or oath) will
result in ABANDONMENT of the spplication. The transmittal latter
accompanying the decleration (or oeth) dhould indicats the following
in the upperright band cormer: Issue Baich Number, Dets of the Notice
of Allowence, and Séris] Numbes.

Exsminer Note:
In the bracket, insert eppropriate information, e.g.,
in this communication -or-

in the Office action mailed ________ -or-
in the PTO-152 sttached to .

602.04 Foreign Executed OQath [R-8]

An oath executed in a foreign country must be properly
autheaticated. See >MPEP< § 604 and 37 CFR 1.66.

>Where the authority of the foreign officer is not certified,
form paragraphs 6.05 and 6.05.13 may be used.

7 6.05 Oath or Declaration Defective
The oath or declaration is defective. A uaw outh or decleration in
complisnce with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 2nd 602.02.
The oath or declmration is defective because:

Exeminer Note:
1. Onsormore of the sppropriste paregrephs 6.05.110 6.05.17 must
follow this paragraph.

2. ¥ oone of the persgraphs epply. then an appropriate explanation
of the defect should be given immedistely following this peragraph.

§6.05.13 Authority of Foreign Officer Not Certified

It doss oot inclede an apostille, & cossuler certificate, or the
position of authority of te officer signing en epostille or consular
centificats, see 37 CFR 1.66(z).

Exsminer Note:
‘This peragraph must be preceded by paragraph 6.05.<
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602.04(a) Foreign Executed Oath Is
Ribboned to Other Application
Papers [R-14]

37 CFR 1.66. Officers aushorized 1o administer oaths.

L2111

(b} When the oath is taken before an officer in & country foreign to
the United States, any accompenying spplication papers, except the
drawings, must be attached together with the oath end & ribbon passed
one or more times through all the sheets of the application, except the
drawings, and the ends of said ribbon brought together under the geal
before the latter is affixed and impressed, or each sheet must be
impressed with e official seal of the officer before whom the oath is
taken. If the papers as filed are not properly ribloned or each sheet
impressed with the seal, the case will be accepied for examination, but
before it is allowed, duplicate papers, prepared in compliance with the
foregoing sentence, must be filed.

Where the papers are not properly ribboned, use form
paragraphs 6.05 and 6.05.14.

§ 6.05 Oatk or Declaration Defective
The oath oz declaration is defective. A new oath or declaration in
compliance with 37 CFR 1.67(a) identifying this application by Serial
Number and filing date is required. See MPEP 602.01 and 602.02.
The oath or declaration is defective because:

Exsminer Note:
1. One ormote of the appropriate paragraphs 6.05.1 10 6.05.17 must

follow this paragraph.
2. If none of the paragraphs apply, then an appropriate explanation
of the defect should be given iminediately following this peragraph.

§6.05.14 No Ribbon Properly Attached
It does not have a ribbon properly attached.

Ezaminer Note:
This paragraph must be preceded by paragraph 6.05.

U.S. Accession to Hague Convention Abolishing the
Requirement of Legalization for Foreign Public
Decuments

On Oct. 15, 1981, the Hague “Convention Abolishing the
Reguirement of Legalization for Foreign Public Documents”
entered into force between” the United States and **>thirty-
eight< foreign countries that are pasties to the Convention. The
Coavention applies © any document submitied to the United
States Patent and Trademark Office for filing or recording,
which is sworn (o or acknowledged by anotary publicin any one
of the member countries. The Convention abolishes the certifi-
cation of the authority of the notary public in a member couniry
by a diplomatic or consular officer of the United States and
substitutes certification by a special certificate, or apostille,
executed by an officer of the member country. Accordingly, the
Offiice will accept for filing or recording a document Swom 0
or acknowledged before a notary public in 8 member country if
the document bears, or has appended w it, an apostille certifying
the notary’s authority. The requirement for a diplomatic oc
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>Asgentina< fsracl Postugal
Austria Iealy Seychelles
Bahamas Japan Spein
Belgium Lesotho Suriname
Botswana Liechtenstein Swaziland
>Brunei< Luxembourg Switzerland
Cypeus Malawi >The Russian
Federatione
Fiji Malta Tonga
>Finland< >hMagshall Islands< >Tukey<
France Mauritius U.K. of Great Britain
Germany, Fed. Netherlands and N. Ireland
Rep. of
>Greece< >Norway< United States
Yugoslavia

The Convention prescribes the following form for the
apostille:

Model of Certificate
'l'hecemﬁca(ewnllbemmeformofasqumwnmsxdesa
least 9 centimeters loag

APOSTILLE
(Convention de La Haye du Oct. 5. 1961)

1. Country:

‘This public document

2. hag been signed by
3. acting in the capacity of
4. bears the seal/stamp of

Certified
S.a
6. the
7.by
§. No.
9. Seal/stamp:

10. Signature:

Note that a declaration in liew of application oath (37 CFR 1.68)
need not be ribboned 0 the other papers. It must, bowever, be
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602.05 Oath or Declaration — Date of
Execution [R-8]

The time elapsed between the date of execution of e oath
or declaration and the filing date of the application should be
checked. *¥>A newly executed oath or declaration is required
where the date of execution is more than three (3) months priog
to the filing date of the application (intemational filing date in
the case of an international application). If moee than three
months bave elapsed, the examiner must require< a new oath o¢
declaration by using Form Paragraph 6.04.

§6.04 Time Lapse Beiween Executior ard Filing

An unusual length of time has elapsed between the date of execu-
tion of the oath or declaration and the filing date of the spplication. The
lapse of {3) months is considered to be unreasonable. See MPEP

602.05.

**If no date of execulion appears, applicant is required to
file either a new oath or declaration of a certificate from the
notary giving the actual date when the oath or declaration was
made,

Applicant may be notified by using Fosin Paragraph 6.05.

¥ 6.05 Oath or Declarasion Defective
The oath or declaration is defective. A new outh or declaration in
compliance with 37 CFR 1.67(e) identifying this spplication by Serial
Number and filing date is reguired. See MPEP 602.01 and 602.02.
The oath or decleretion is defective because:

Ezeminer Note:
1. One ormore of the appropriate paragraphs 6.05.1 10 6.05.17 must
follow this paragraph.

2. If none of the peragraphs apply, then an appropriate explanation
of the defect should be given immediaiely following thig paragraph.

§6.05.10 Date of Execution Omitted

It does not include the date of execution. A new osth will not be
required if a cetificate from the notery giving the ectual date when the
oath was made is supplied.

Examiner Note:
This peragreph must be preceded by peregraph 6.05.

602.05(a) Oath or Declaration in Division
and Continuationr Cases [R-14]}

Where the date of filing the application is not the date that
determines the statutory twelve month period, as in divisional
and continuation cases, it is immaterial, so far as concerus the
acceptability of the ocath or declaration, bow long a time inter-
venes between the execution of the oath or declaration and the
filing of the application.

When a divisional application is identical with the original
application as filed, signing and execution of the cath or decla-
ration in the divisional case may be omitted. (See 37 CFR
#%].60 and 1.62, MPEP § 201.06(a).)

Rev. 14, Nov. 1992
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37 CFR 1.69 Foreign language omhs and declaratio

(a)WamMWMmMmmmw
vaderstand English, the ceth or declaation must be in a langusge thet
understands the contemt of any documents to which the oath or
declaration relates.

(b) Unless the ext of any oezh or decloration in » language other
then English is & form provided o spproved by the Patent and
Trademark Office. it must be sccompenied by a verified English
ranslation, excopt thet in the case of sn cath or decleration filed under
§1.63 the enslation may be filed in the Office no leter than two mounths
from the date applicant is notified to file the enslation.

>37 CFR<* 1.69 requires that oaths and declarations be in
a language which is understood by the individual making the
oath or declaration, i.e., 2 language which the individual com-
prehends. If the individual comprebends the English language,
he or she should preferably use it. If the individual cannot
comprehend the English language, any cath or declaration must
be in a language which the individual can comprehend. If sn
individual uses a language other than English for an oath or
declaration, the oath or declarationmustinclude astatement that
the individual understands the content of any documents @
which the oath or declaration relates. If the documents arein a
language the individual cannot comprebend, the documents
may be explained to him or ber so that be or she is able 0
understand them.

The Office will accept a single non-English language oathor
declaration where there age joint inventors, of which only some
understand English but all understand the non-English language
of the oath or declaration.**

602.07 OQath or Declaration Filed in United
States as a Designated Office [R-8]

>See MPEP § 1898.07(a)<**

603 Supplemental Qath or Declaration
[R-14]}

37 CFR 1.67. Supplemensal oath or declaration.

(o) A supplemental outh or declarstion meeting the requirements of
§ 1.63 may be required o be filed © cogrect my deficiencies or
inaccuracies present in an esslior filed oath or decleation,

(b) 4 supplemental cath or declersiion meeting the requirements of
§ 1.63 mustbe filed: (1) When a claim is presented for metieroriginally
shown or described but not substentially embraced in the statement or
invention or cleims originelly presented; end (2) Whea aa ocath or
declaration submitied in sccordance with § 1.53(d) efter thefilingofthe
specification end any required drawings specifically and improperly
refessto en amendment which includes new matier. Nonew matiesmay
be introduced into an application after its filing dete even if a supple-
mental osth or Jeclasetion is filed (§ 1.53(b): § 1.118). In proper cuses
the oath oz declaration bave required may be made on information and
belief by e epplicant other then inventor.
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>(c) A supplemental oath or declaration maeting the requ ‘
of § 1. osmmmmummmmmmmm
or declaration wes signed ot if the oath or declaration was signed: (1)
In blank: (2) Without review theseof by the person maeking the oath oz
declaration; or (3) Withowt review of the specification, including the
claims, as required by § 1.63(b)}1).<

[Pea. (c) addad, 57 FR 2021, Jaa. 17, 1992, effective M. 16, 1992}

37CFR 1.67 requires in the supplementz: oath ordeclaration
substantially all the data called for in 37 CFR 1.63 for the
original oath or declaration. As to the purpose tobe served by the
supplemental oath or declaration, the examiner should bear in
mind that it cannot be availed of to introduce new matter into an
application.

A new cath may be required by using Form Paragraph 6.06.

§6.06 New Qath for Subject Matter not Originglly Claimed

This application presents a claim for subject matier not originally
claimed or embraced in the statement of the invention. [1] A supple-
mental oath or declaration is required under 37 CFR 1.67. The new oath
or declaration must properly identify the application of which itis o
- form a part, preferably by Serial Number and filing date in the body of
the oath or declaration. See MPEP 602.01 and 602.02.

Exasminer Note:

Explain new claimed matter in bracket 1. The brief summary of the
invention must be commensurate with the claimed inveation and may
be required to be modified. See MPEP 1302; 608.01(d) and 37 CFR
1.73.

603.01 Supplemental Oath or Declaration
Filed After Allowance [R-8)

Since the decision in Cutter Co. v. Metropolitan Electric
Mfg.Co., 275F. 158 (CA 2 1921), many supplemental oaths and
declarations covering the claims in the case bave been filed after
the case is allowed. Such oaths and declarations may be filed as
amatter of right and when received they will be placed in the file
by the >Office of Publications<**, but their receipt will not be
acknowledged to the party filing them. They should not be filed
or considered as amendments under 37 CFR 1.312, since they
make no change in the wording of the papers on file. See
>MPEP< § 714.16.

604 Administration or Execution of Qath
[R-8}

37 CFR 1.66. Officers authovized to administer oaths.

(e) The oath or affirnation may be made before any person within
the United States suthorized by law to sdminister oeths. Anoath mads
in a foreign country, may be made before any diplomatic or consuler
officer of the United States authorized to administer oeths, or before
any officer having an officiel seal and suthorized W sdminister oaths in
the foreign country in which the epplicent may be, whoee suthority
shall be proved by a certificate of a diplomatic or consulerofficerof the
United States, or by en apostille of an official designated by a foreign
country which, by treaty or conveation, eccords like effect to apostilies
of designatod officials in the United Statss. The oath shall be attested
in wll cases in this and other countries, by the proper official seal of the
offices before whom the oath or effirmution is made. Such outh or
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having & seal.

See >MPEP< § 602.04(a) for foreign executed oath.
604.01 Seal [R-8]

When the person before whom the cath or affirmation is
made in this country is not provided with a seal, his >or here
official character shall be established by competentevidence, as
by a certificate from a clesk of 2 court of recoed of other proper
officer having a seal, except as noted in >MPEP< § 604.03(a),
in which situations no sesl is necessary. When the issue con-
cemns the authority of the person administering the oath, the
examiner should require proof of authority. Depending o the
jurisdiction, the “seal” may be cither embossed oc rubber
stamped. The latter should not be confused with a stamped
legend indicating only the date of expiration of the notary's

See also SMPEP< § 602.04(a) on foreign executed oath and
seal. In some jurisdictions, the seal of the notary is not required
but the official tide of the officer must be on the oath. This
applies to Alabama, California (certain notasies), Louisiana,
Maryland, Massachuseits, New Jersey, New York, Chio, Puerto
Rico, Rhode Island, South Carolina and Virginia.

¥ 6.05 Oath or Declaration Defective

The oath or declaration is defective. A new oath or declazation in
compliance with 37 CFR 1.67(a) identifying this application by its
Seriz]l Number and filing date is required. See MPEP 60201 and
602.02.

The oath or declarstion is defective because:

Esaminer Note:
1. Caeormore of the sppropriste paragraphs 6.05. 1 10 6.05.17 must
follow this paragraph.

2. lf nous of the peragraphs spply. then an appropriste explenation
of the defect should be given immediately following this peragraph.

§6.05.11 Notary Signature
It does not include the votery's signature, or the notary's signeture is in
the wrong place.

Ezsminer Note:
‘This peragraph must be preceded by peragraph 6.05.

§6.05.12 Nosary Seal and Venue Omisted
It does mot include the notery's sedl end venue.

Essminer Note:
This paregraph must be proceded by paragraph 6.05.

60402 Venue [R-8]

That portion of an oath or affidavitindicating whese the cath
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is talken is kiiown as the venue. memymMmm
venue agree with the county and state in the scal, no peoblew
arises, Hmemwmdommhmym
smmwmmmmmmm«mm
listing at >MPEP< § 604.03. Venue and notary jurisdiction
correspoad or the oath is impeoper. mmmmmm
face that it was taken within the jurisdiction of the certifying
officer or notary. This may be given either in the venue orin the
body of the jurat. Otherwise, a new oath or declaration, oc &
certificate of the notary that the oath wes takea within his >o¢
her< jurisdiction, must be required. Ex parie Delavoye, 1906
C.D.320; 124 0.G. 626; Ex parie Irwin, 1928 C.D. 13; 3670.G.
701.

Form paragraph 6.07 may be used where the venue is not
shown.

§6.07 Lack of Venue

The oath lacks the statement of venue. Applicant is required to
furnish either a new oath or declaration in peoper form, identifying the
application by seriel number and date of filing, or a certificatz by the
officer before whom the original oath was taken stating that the oath
was executed within the jurisdiction of the officer before whom the
oath wes taken when the osth wes administered. The new oalh or
declasation must properly identify the applicetion of whichitisto form
a part, preferably by Serisl Number and filing date in the body of the
oath or declaration. See MPEP 602.01 and 602.02.

Where the seal and venue differ the appropriate statementon the
“Notice of Informal Patent Application” form PTO-152 should
be checked.

604.03 Notaries and Extent of Jurisdiction

The extent of the jurisdiction of the notaries in the various states
is given below.

COUNTY ONLY
Louisiana Texas
- VARIABLE JURISDICTION
(See explanatory paragraphs below)
Alabama (a) Missouri (€)
Florida (b) Nebraska (a)
Hawaii (¢) Ohbio ()
fowa (d) Teanessee (g)
Kansas (e) Visginia (b)
Kentucky (d) West Visginia (d)
STATEWIDE
All other states

(a) Alabama and Nebeaska nota s are appointed for coun-
ties and for state at lagge.

(b) Florida notary commissions are customarily for state at
large but may be restricted by commission t0 less then the state
at large.
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meGonfmamMSymmmWwwwly-
county for which appointed. An stioraey of any person certified
byajwdgeoﬂhecomefommp%d%emmiawm
be resides as qualified for the duties of officiai stenograp!

reporter of such state, may, however, be commissione
entire stase, 'l‘heexmdjmimmmdmmemms
signature,

(g) Tennessee notary publics commissioned in one county
may file in county court of any other county and thereupon may
exercise the function of his office in such other county. In such
cases, however, the notary must attech to his or ber centificaie a
statemnent that be or she is qualified in the county in which be or
she acts. Notaries at large are commissioned by the Secretary of
the State. Notary's signature must indicate that be or she is so
qualified. Special seal is prescribed by the Secretary of State.

(b) In Virginia, notaries are limited to city or county for
which appointed except that notary for city may act in county or
city contiguous thereto, and a notary for a county may act in city
contiguous thereto, Notaries may be appointed for two o more
counties and cities or for the state a¢ lasge.

The notary does not have 10 state when his o her commis-
sion expires but if be or she does %o siate, the ocath should be
inspected to determine whether or not the notarys commission
had expired at the date of execution of the oath,

604.03(a) Notarial Powers of Some
Military Offficers

Public Law $06 (81st Congress, Second Session) Asticle
136: (a) The following persons on active duty in the armed
forces . . . shall have the general powers of 2 notary public and
of aconsul of the United States, in the performance of all notarial
acts 0 be executed by members of any of the armed forces,
wherever they may be, and by other persous subject to this code
[Uniform Code of Military Justice] outside the continental
limits of the United Stages:

(1) Al judge advocates of the Army and Air Force;

(2) All law specislists;

(3) All summary courts-mastial;

(4) All adjutants, assistant adjutants, acting adjutants, and
personnel adjutants;

(5) All commanding officers of the Navy and Coast Guard;

(6) Allstaffjudge advocates and legal officers, and acting or
assistant staff judge advocates and legal officers; and

(7) All other persons designated by regulations of the armed
forces or by smtute.

(8) The signatere without seal of any such person acting as
notary, together with the tithe of his office, shall be prima facie
evidence of kis authority.
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604.04 Consul [R-8]

On Oct, 15, 1981, the “Hague Convention Abolishing
Requirement of Legalization for Foreign Public Documents”
entered into force betweea tbe United States and twenty-eigit
foreign countries that are parties to the Convention. See
>MPEP< § 604.04(a).

When the oath is made in a foreign country not a member of
the Hague Convention Abolishing the Requirement of Legali-
zation for Foreign Public Documents, the authority of any
officer other than a diplomatic or consular officer of the United
States authorized (0 administer oaths must be proved by certifi-
cate of a diplomatic or consular officer of the United States. See
37 CFR 1.66, >MPEP< § 604. This proof may be through
intermediary; e.g., the consul may certify as to the authority and
jurisdiction of another official who, in turn, may certify as to the
authority and jurisdiction of the officer before whom the cath is
taken.

. 604.04(a) Consul-Omission of Certificate
[R-14]

Where the oath is taken before an officer in a foreign country
other than a diplomatic or consular officer of the United States
and whose anthority is not authenticated or accompanied with
an apostille certifying the notary's authority (see MPEP §
602.04(a)), the application is nevertheless accepted for pus-
poses of examination. The examiner, in the first Office action,
should note this informality and require authentication of the
oath by an appropriate diplomatic or consular officer, the filing
of proper apostille, or a declaration (37 CFR 1.68).

Form Paragraph 6.08 may be used to notify applicant.

§6.08 Consul-Omission of Certificate
The osth is objected to 83 being informal, It lecks authentication by
a diplomatic or consuler officer of the United States; 37 CFR 1.66(s).
This informality cen be overcome either by forwarding the original
. cath to the eppropriate officer for euthenticetion or by filing & declara-
tion (37 CFR 1.68), if spplicent wishes (© preserve the original filing
date. If authentication is desired, spplicant eshould request veturn of the
oath for this puspose. Such request must be accompanied by an order
for a copy of the outh to be retained ia the filo untl the properly
authenticated cath is returned. After the osth has been authenticated, it
should be returned promptly w-ths Petent end Teademark Offics. Toe
new oath oe decleration must propely identify the spplicstion of which
it is to form a paxt, prefevably by Serial Number ead filing dete in the
body of the oath or dsclaration. Ses MPEP 602.01 ead 602.02.

At the time of the next Office action the request for return of
the oath, together with the application file and the copy of the
oath, is submitted to the **>Group Disectore. If the request is
approved by the **>Group Directore, the oath will be retumed
to the applicant by the examining group.

604.06 By Attorney in Case [R-8]

The language of 37 CFR 1.66and 35U.S.C. 118 issuch tha
an attorney in the case is not barred from administering the oath
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be void because of being administered by the attorney in a
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action is to require a new oath or declaration aud refer the file to
the Office of Ensollznent and Discipline. (Riegger v. Beledl,
1910C.D. 12; 1500.G. 826). See 37CFR 1.66and MPEP § 604.

605 Applicant [R-8]

37 CFR 1.41 Applicans for patens.

(a) A patent must be applied for in tie neme of the ectual inventor
orinventore. Full names must be stated, including the family name and
&t least one given neme without abbrevistion together with any other
given name of initiel,

(b) Unlessthecontrary is indictted the wosd “epplicent” whenused
in these gections refers o the inventor or joint inventors who are
applying for a patent, o (o the pecson mentioned in §§ 1.42, 1.43021.47
who is applying foe & patent in place of the inventos.

(c) Any person suthorized by e applicent may file en epplication
for patent on bebulf of the inventor or inventors, but an oeth or
declaration for the epplication (§ 1.63) can only be madein sccordance
with § 1.64.

(d) A ehowing may be required from the person ﬁlmgtbupp!m-
ton that the filing was suthorized where such authorization comes into
question.

37 CFR 1.45 Joins inveniors.

() Joint inventors must epply for & pateat jointly and each must
make the required oath or declaration; neither of them alone, nor less
then the entire number, can epply for & patent for an invention inventad
by them jointly, except as provided in § 1.47.

>(b) Inventore may epply for & patent jointly eves tough

(1) Toey did not physicelly woek together or ot the same time,
(2) Eech inventor did not meke the same type or amount of
contribution, of

(3) Each inventoe did oot male e contribution 1o te subject malter

of every clsim of the spplicetion.

(c) If multiple inventors age numed in an epplicetion, each named
inventor rust bave made e contibution, individusily or jointy, to the
subject matter of ot leest one claim of the spplication sod the applice-

tion will be conszidered to be a joint epplication under 35 U.SL. 116.<

>Therules (37 CFR 1.41(a) and 1.53(b)) clearly require that
the name(s) of the inventoe(s) be identified in the application
pepere in order w accord the application a filing date. Therefore,
pasticular care should be exercised when filing an epplication
without sn executed oath or declaration to ingure that the names
of all inventors are identified somewhere in the application. A
good practice is to submit an cath or declaration form (whether
signed or unsigned) identifying the names of all inventors in
every application being filed. If 2l of the inventors e not
uamed in the application papers, e.g., Jones et al, a "Notice of
Incomplete Application” will be mailed tw the applicant(s)
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indicating that no filing date has been grasied and setting
pesiod for submitting all of the names. The filing date wilibe the
date of receipt of the names of all the iaveniors.<

For comrection of inventorship, see >MPEP< § 201.03.

37 CFR 1.46 Assigned invensions and patents.

In case the whole or a part intesest in the invention oz in the patent
to be issued is sssigned, the application muststill be mede or authorized
to be made, and an osth or declaretion signed, by the inventor o oneof
the persons mentioned in §§ 1.42. 1.43, or 1.47. However, the patent

may be issued o the assignesce jointly to the inventor and the estignes

as provided in § 1.334,

This section concerns filing by the actual inventoe, If filed by
other, see SMPEP< § 409.03.

NOTE

Disposition of application by inventor, >MPEP< § 301.
Inventor dead or insane, >MPEP< § 409.

605.01 Applicant’s Citizenship [R-8)

The statute (35 U.S.C. 115) requires an applicant to state his
or her citizenship. Where an applicant is not a citizen of any
country, a statement to this effect is accepted as satisfying the
statutory requirement; but a statement as to citizenship applied
for or first papers taken out looking to future citizenship in this
(or any other) country does not meet the requirement.

>Form paragraphs 6.0 and 6.05.3 may be used to notify
applicant that the applicant’s citizenship is omitted.

§ 6.05 Qath or Declaration Defective
The oath or declaration is defective. A new cath or decleration in
compliance with 37 CFR 1.67(e) ideatifying this spplication by Serial
Number and filing dats is required. See MPEP 602.01 end 602.02,
‘The ceth or declezation is defective because:

Examiner Note:
1. Oneormore of the sppropriate paragraphs 6.05.1 ¢ 6.05.17must

follow this peragraph.
2. If none of the peragraphs apply, then an epproprists explanation
of e defect should be given immediately following this paregreph.

§6.05.3 Citizenship Omitted
It does not identify the citlzeaship of the inveator.

Examiner Note:
This peregraph must be preceded by peragreph 6.05.<

605.02 Applicant’s Residence [R-14]

Applicant’s place of residence , that is, the city>and either<
state or foreign country, is required o be included in the osth or
declaration for with 37CFR 1.63. Inthecaseofan
applicant who is in one of the U.S. Armed Seevices, astatement
to that effect is sufficient as (o cesidence. For change of resi-
dence see MPEP § 717.02().
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§6.05.2 Residence Omitied

It does motidentify the city and state or foreign country of residence
of each inveatos.
Ezaminse Note:

This pezagraph must be preceded by ¢ 6.05.

605.03 Applicant’s Post Offfice Address [R-14]

Each applicant’s post office address must be suppliedonthe
oath or declaration, 37 CFR 1.33(a), if not stated elsewhere in
the application. Applicant’s post office addsess means that
address at which he or she customarily receives his or ber mail,
>Eitherapplicant'shome or business addressisacceptable asthe
post office address.< The post office address should include the
ZIP Code designation.

When a township is listed in the applicant’s address, a
county name must also be given.

‘The object of requiring each applicant’s post office address
is to enable the Office to communicate directly with the appli-
cant if desired; hence, the address of the attorney with instruc-
tion to send communications to applicant in care of the attorney
is not sufficient.

>In sitations where an inventor does not execute the oath
or declaration and the inventor is not deceased, such as in an
application filed under 37 CFR 1.47, the inventoe's most recent
bome address must be given o enable the Office to communi-
cate directly with the inventor as necessary.<

Where baving given complete data a8 0 residence, the
applicant identifies bis or ber post office address only by street
and numbey, it is sssumed that e city and >either< state >o¢
foreign country< of residence are the clity and siste of bis or her
post office address and 0o requirement for submission of the
post office address will be made.

The “Notice of Informal Patent Application” attachment
form PTO-152 or form paragraph 6.09.1 is used to notify
applicant that the poet office address is incomplete or omitied.
Note 37 CFR 1.33(a).

§6.09.1 Post Office Address Omined

Applicent kes vot glvea e post offics address anywihere in e
spplication pepers &s requised by 37 CFR 1.33(e). A stsiement over
epplicant’s signatwe providing @ complets post office addeess is
requised.

608.04 Applicant’s Signature and Name [R-14}

37 CFR 1.6¢6 Parson making omh or declarasion,

{e) The cath or declaration muset be made by &l of the aciual
inventors excet @ pwovided for in §§ 1.42, 1.43, or 1.47.

{b) If e person making the outh or decluzation is not the invenior
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(86 1.42, 143, or 1.47), the oath or declaration shall state the relation-
ship of the person to the inventor and, upoa information and beliel, the
fects which the inventor is required to stats.

EXECUTION OF OATHS OR DECLARATIONS OF
PATENT APPLICATIONS

United States patent applications which have not been
prepared and executed in accordance with the requirements of
Title 35 of the United States Code and Title 37 of the Code of
Federal Regulations may be abandoned **, Alihough the statute
and the rules have been in existence for many years, the Office
continues to receive a number of applications which have been
impropesly executed and/or filed. Since the improper execution
and/or filing of patent applications can ultimacely resultin aloss
of rights it is appropriate to emphasize the importance of proper
execution and filing.

It is improper for an applicant to sign an oath or declaration
which is not attached to or does not identify a specification and/
_or cla;ims.

“Attached” does not necessarily mean that all the papers
must be literally fastened. It is sufficient that the specification,
including the claims, and the oath or declaration are physically
located together at the time of execution. Physical connection is
not required.

The provisions of 35 U.S.C. 363 for filing an international
application under the Patent Cooperation Treaty (PCT) which
designates the United States and thereby has the effect of a
regularly filed United States national application, except as
provided in 35 U.S.C. 102(e), are somewhat different than the
provisions of 35 U.S.C. 111. The oath or declaration require-
ments for an wternational application before the Patent and
Trademark Office are set forth in 35 U.S.C. 371(cX4) and 37
CFR 1.497.

37CFR 1.52(c) states that **>"(a)ny interlineation, erasure,
cancellation o other alteration of the application papers filed
should be made before the signing of any accompanying oath of
- declaration pursuant to § 1.63 referring to those application
papers and should be dated end initisled or signed by the
applicant on the same sheet of paper. Application papers con-
taining alterations made aftes the signing of an cath or declara-
tion referring to thoee application papers must be supported by
a supplemental oath or declariston under § 1.67(c)."<

In summasy, it is cmphasized that the application filed must
be the application executed by the applicant snd it is impeoper
foe anyone, including counsel, w0 altes, rewrite, or pactly fill in
any part of the application, including the oath or declaration,
after execution of the oath or declaration by the applicant. This
provision should pasticularly be brought to the attention of
foreign applicants by their United States counsel since the
Uhited States law and practice in this area may difffes from that
in other countries.

Any changes made in ink in the application or oath peior to
signing *>should< be initialed and dated by the applicants prioe
to execution of the oath or declaration. >The Office will not
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gﬂ.oz.zm-mw andfor nor-dated Alserations in Application
epers

#2>The applicstion is objectsd ¢ becsuse of alterations which
bave not beea initisled and/or dated es required by 37 CFR 1.52(c). A
peopetly executed osth oz declmeiion which complies with 37 CFR
1.67(a) end identifies the applicetion by serial wumber and filing date
i vequired.<

The signing and execution by the applicant of ocaths or
declarations in certain applications may be omitted. MPEP *
§ 201.06 and >§< 201.07.

NOTE: For the signature on aresponse see MPEP *§ 714.01
(a) o ().

FACSIMILE COPIES

From October 1, 1978 until February 27, 1983, the Office
had accorded a filing date w facsimile oe other reproduced
copies of United States national patent applications meeting the
requirements of 35U.S.C. 111 asitthenexisted, evea thoughthe
signature on the cath or declaration was only a copy.

Authority foe this practice was found in 35 U.S.C. 26 as
intespreted by the District Court decisions Neergaard v. Dann,
Civil Action No. 76-536, December 20, 1976 D.D.C.) and
Dietzel et al. v. Commissioner of Patents and Trademarks, 200
USPQ 665 DD.C., 1976).

Since 35 U.S.C. 111 as amended by Public Law 97-247 and
37 CFR 1.53 now provide (since Febeuary 27, 1983) for the
filing of the cath or declaration in a national patent application
at a date lates than the filing date of the application, such
emergency situations should no longer arise in national applica-
tions. Also, since 35 US.C. 371(d) relating to the oath or
declaration for entry into the national phase in the United States
under the Patent Cooperation Treaty has been amended by
Public Law 98.622, effective May 8, 1985 to provide for filing
the oath or declaration afier 20 months, relief from the reguire-
ment for filing the oath or declaration by the 20th month is no
loager required.

The filing of a facsimile copy of an oath or declaration will
not serve o stop a time period set in accordance with 37 CFR
1.53(d) from running 20 as o avoid the payment of extension
fees pursuant to 37 CFR 1.136(a). A peaper without an original
signature will be considered o be unmsigned. The previous
practice of accepting telegraphic emendments pending the
filing of @ properly signed confirmation of such telegraphic
amendmentis also discoutinued in view of the aveilability of the
Certificate of Mailing practice provided by 37 CFR 1.8 and the
ability o utilize 37 CFR 1.136(g) o obtain extensions of ime.

It should be recoguized that the facsimile praclice was
intended for emergency situations @ prevent loss of valuable
rights and was not to be used routinely for filing epplications.
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Since February 28, 1983 facsimile or odm
copies may still be filed (o obtain an application filing
smnmswmwumummmm

605.04(b) One Full Given Name Required
[R-14]

All applications which disclose the full first and last names
with middle initial or name, if any, of the applicant &t any place
in the application papers will be received and considered as a
sufficient compliance with 37 CFR 1.41.

When a full given name of the epplicant does not appear
either in the signature or elsewhere in the papers the examiner
will, in the first Office action, require an amendment over
applicant's signature supplying the omission, and will not pass
the application to issue until the omission has been supplied
unless a statement has been filed over the applicant’s own
signature setting forth that his or ber name as signed contains at
least one given name without abbreviation or what is in fact his
or ber full given name.

No affidavit should be required.

The requirement should be made only when all of the given
names in the signature, or elsewhere in the papess, appear as
mere initials or as what can be ouly an abbeeviation of a name.

Form Paragraph 6.10 may be used.

§6.10 Full Giver Name Does Not Appear

It eppears that at least one full given name of spplicent 1] is not
present either in the signature or elsswhers in the papers. This epplica-
tion will not bs pessed to issue until the omitisd name bas besn supplied
or uniess a ststsment has been supplied over the epplicant’s signature
setting forth that the name as signed ie the actual full narme of applicant

[2]. See MPEP 605.04.

One given name without abbreviation, together with any
other given name or initial>,< must appear somewhese in the
papers as filed. Otherwise, appropeiate amendment is required.
Forexample, if the applicant's full name is John Paul Doe, either
“John P. Doe™ or “J. Paul Doe" is acceptable.

In an application where the name is typewritten with a
middle name or initial, but the signature is without such middle
name of initial, the typewritien version of the name will be used,
A request to have the name changed 1o the signed version oz any
other corrections in the name of the inventor(s) will not be
entertained, unless accompanied by a petition under 37 CFR
1.182 together with an appeopriate petitdon fee. The petition
should be directed to the attention of the Office of the ® Assistant
Commissioner for Pateats, Upon granting of the petition, the file
should be sent to the Application Branch for correction of its
records, If the application is assigned, it will be forwarded by the
Application Branch to the Assignment Branch for a change in
the Assignment recoed.

605.04(c) Inventor Changes Name [R-14]

In cases where an inventoe's name bas been changed after
the application has beea filed and the inventor desizes to change
bis or her name on the application, be or she must submit 8
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Application *>Processing Divisione for change of name on the
file wrapper and in the PALM data base. If the application is

mkw&mwm * VU»:‘_.:‘,V S Bmmm
Assignment Branch for & change in the assignanent record,

605.04(d) Applicant Unable to Write

If the applicant is unable to write, kis or ber mark as affized
to the oath or declaration must be attesied to by a witness. Inthe
case of the oath, the notary's signature to the jurat is sufficient
to authenticate the mask.

605.04(e) May Use Title With Signature

It is permissible for an applicant to use a tide of nobility or
other title, such as “De.”, in connection with his signature, The

title will not appear in the peinted patent.

608.04(f) Signature on Joint Applications
- Qrder of Names [R-14)

The order of names of joint patentees in the beading of the
patent is taken from the order in which the typewritien names
appese in the original cath or declasation. Care should therefore
be exercised in selecting the preferred oeder of the typewritien
names of the joint inventors, before filing, as requests for
subsequent shifiing of the names would entail changing numer-
ous recoeds in the Office, Since the pasticular order in which the
names appesar is of no consequence insofar as the legal rights of
the joint applicants are concerned, no changes will be made
except when a petion under 37 CFR 1.182 is granted. The
petition should be disected o the attention of the Office of the
* Assistant Commissioner for Patents. Thepetition tochange the
order of names tiust be signed by elther the attorney or agent of
recoed or all the applicants, It is suggested that all typewritten
and signed names appesring in the application papers should be
in the same order s the typewritien names in the cath or
declaration,

In those instances where the joint applicants file separate
oaths o¢ declarstions, the order of names is taken from the order
in which the several oaths or declarations appear in the applice-
tion papers unless a different order is requested at the tme of
filing.

605.04(g) Correction of Inventorship
[R-14]

When @ petidon is grented epproving a cormection or @
change in the order of the names of the inventors, or inventors
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ase added or deleted under 37 CFR 148, the change should be
noted in red ink in the lefi margin of he original oath or
declacation. The notation should read “See Paper No. ... for
inventorship changes”. The file should be sent to the Applics-
tion *>Processing Division« for correction on the file wrappes
briefexplanation onan" Application Branch Data Base *>Rout-
ing< Slip" (available from the examining group clerical staff)
should accompany the application file to the Application
Branch.

60505 Administrator, Executor, or Other
Legal Representative [R-14]

In an application filed by a legal representative of the
inventoe, the specification should not be written in the first
person.

For prosecution by administrator or executor, see MPEP
§ 409.01(2).

For prosecution by heirs, see MPEP *§ 400.01(a) and
" >§< 409.01(d).

For prosecution by representative of legally incapacitated
inventoe, see MPEP § 409.02.

For prosecution by other than inventoe, see MPEP § 409.03.

608.06 Filing by Other Than Inventor [R-8)
See >SMPEP< § 409.03.
>608.07 Joint Inventors [R-8]

35 US.C. 116 Inventors
When &n invention is made by two of more persons jointly, they
ehall apply for patsnt jointly end each make the required oath, except
88 otherwise provided in this title. Inventors may epply for a patent
jointly even though (1) they did not physically work gether or ot the
same time, (2) each did not make the same type or amount of contribu.
tion, oz (3) each did not make & contribution to the subject matiee of
.every claim of the petent. (Added November 8, 1984, Public Law
98)622, sec. 104(a), 98 Stat. 3384.)

38 U.S.C. 116, as amended by Public Law 98622, recog-
nizes the realities of modern team research. A research peoject
may include many inventions. Some inveations may bave
mmmmwmmummmmvdmm
other, related inventions.

35 U.S.C. 116 allows inventors (o apply for a patent jointly
even though

(i) they did not physically work wgether or at the seme

(i) each did not make the same type o¢ amount of contri-
butioa, or
(iif) each did not make a contribution to the subject matter
of every claim of the patent. Items (1) and (if) adopt the rationale
stated in decisions such as Monsanto v. Kamp , 269F. Supp. 818,
154 USPQ 259 (D.D.C. 1967).
Ttemn (iii) adopts the rationale of cases such a3 SAB Industrie
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covers only one independent and distinct invention within the
meaning of 35 US.C. 121. When necessary, the Patent and
Trademark Office or a coust may inguire of the patent applicant
or owner conceming the inventors and the invention dates for
the subject matter of the various claims.

Guidelines
37 CFR 1.43 Joins invensors.
e e e
() Inventors may apply for o patent jointly even Giough
(1) They did not physically woek together oz ot the sums tme,
(2) Bach inventor did not make the same type o amount of
coatibution, o¢
(3) Bech inventoe did not melks s contzibution to the subject matter

of every claim of the applicstion.

(e) If multdple lnventors ere nemed in en spplicetion, eech numed
inventor must have mads e contribution, individuaily or jointy, to the
subject matter of et laeat ons claim of the application end the applice-
tion will be considered to be & joint application under 35 U.S.C. 116.

The significant features resulting from the amendments o
35 U.S.C. 116 by Public Law 98-622 are the following:

(1) The joint inventors do not have to separately “sign the
application,” but only need apply for the patent jointly and make
the required cath by signing the same; this is a clarification, but
Bot & change in cusrent practice.

(2) Inventors may epply for a patent jointly even though
“they did not work together or at the same tme,” thereby
clarifying (a) thatitis notnecessary that the inventors physically
worik together oa a project, and (b) that one inventor may “take
& siep &k one Ume, the other en at different Umes.”
(Monsanto Co. v. Kamp, 154 USPQ 259 DD.C. 1967)).

(3) Inventors may apply for a pateat jointly even though
“each did not make the same type o¢ amount of contribution,”
thereby clarifying the “fact that each of the inventors play a
differentrole and that the contribution of one may notbe as great
as thatof another does not detract from the fact thas the invention
is joimt, if each makes some original contribution, though
partial, to the final solution of the problem.” Monsanto, supra.

(4) Inventors may wpply for a patent jointly even though
“each did not make a contribution 0 the subject matter of every
claim of the patent.”

(5) lnventors may apply for & patent jointly as long as each
inventor made a contribution, i.e., was an invenior or joint
inventoe, of the subject matter of at least one clalm of the patent;
there is no requirement that all the lnventors be joint inveniors
of the subject mauer of any one claim,
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(6) If an application by joint inventors includes more than
one independent and distinct invention, restriction ma;
required with the possible mudnmmymcmﬁa the
inventorship named in the application if e elected invention
was not the invention of all the originally named inventors,

(7) The amendment to 35 U.S.C. 116 increases the likeli-
bood that different claims of an application oe patent may bave
different dates of invention; when necessary the Office or count
may inquire of the patent applicant or owner conceming the
inventors and the invention dates for the subject matter of the
various claims.

See MPEP § 2186 under “Applications considered under 35
U.S.C. 103, second paragraph” foe applications tobe considered
under 35 U.S.C. 116

Pending applications will be permitied © be amended by
complying with 37 CFR 1.48 to add claims (o inveations by
inventors not named when the application was filed as long a
such inventions were disclosed in the application as filed since
37 CFR 1.48 permits correction of inventorship where the
“correct inventor of inventors are not named in an application
for patent through ervor without any deceptive intention on the
part of the actual inventor or inventoes”. This is specially
covered in 37 CFR 1.48(c).

Under 35 U.S.C. 116, an examiner may reject claims under
35U.S.C. 102(f) only in circumstances where a named inventor
is not the inventor of at least one claim in the application; no
rejection under 35 U.S.C. 102(f) is appropriate if a named
inventor made a contribution to the invention defined in any
claim of the application.

Under 35 U.S.C. 116, considered in conjuncton with 35
U.S.C. 103, second paragraph, a rejection may be appropriate
under 35 U.S.C. 102(f)/103 where the subject matier, i.e., prioe
art, angd the claimed inveation was not owned by, orf subject o
an obligation of assignment to, the same person at the time the
invention was made. .

Applicants are responsible for correcting, and are required
to correct, the inventorship in compliance with 37 CFR 1.48
when the application is amended (o change the claims so that
one (or moee) of the named inventors is no longer an inventor of
the subject matter of a claim remaining in the application.

In requiring restriction in an applicstion filed by joimt
inventors the examiner should remind applicants of the neces-
sity to correct the inventorship pursuant & 37 CFR 148 if an
invention is elected and the claims to the invention of one or
more inventors are cancelled.

The examiner should not inquire of the patent applicant
concerning the inventors and the invention dates for the subject
matter of the various claims until it becomes necessary to do so0
in order to properly examine the

If an application is filed with joint invenwts. the examiner
should assume that the subject matier of the various claims was
commonly owned at the time the invendons covered therein
were made, unless there is evidence to the contrary. If inventors
of subject macer, not commonly owned af the time of the later
invention, file a joint application, applicants have an obligation
pursuant to 37 CFR 1.56 to point out the inventor and invention
dates of each claim and the lack of common ownership &t the

nﬂv. .‘o No"- lm

MANUAL OF PATENT EXAMINING PROCE

US mmwmmmmmwmmm pplication

thec!mgum”usc l()‘.%oﬁSUSC ll&.Bmﬁmmew
foreign application may be claimed if each comnlies with 35
USC 119 and the U.S. ammmmmmmeinw

of the subject matter of the forei

If Foreign Applicant A invents X; and files a foreign
application. Applicant B invents Y and files a separate
foreign application. A+B combine inventions X+Y and
file U.S. lpplicmonmx-t-YmdclaimSSUSC 119
benefit for both Foreign

then35U.S.C. llDBenemwnlIbeAccordedfamh
Foreign Application if 35 U.S.C. 119 requirements are
met.<

606 Tite of Invention [R-8]

37 CFR 1.72. >Tisle and absiract. €

(&) The title of the invention, which should be a5 short and specific
as possible, should eppewr as & heading on the first pege of U
specification, if it does ot ciherwise eppesr &t the beginning of the
application,

606.01 Examiner May Require Change in
Title

Where the title is not descriptive of the invention claimed,
the examiner should reguire the substitution of a new tde that
is cleasly indicative of the invention (0 which the claims ase
directed. Form Paragraph 6.11 may be used.

§6.11 Tidle of lnvension Is Nes Desgcriptive

The tide of the invention is not descriptive. A new tils is requived
that is clewrly indicative of the inveation o which the claims are
directed.

Exeminer Note:
If o tithe is cuggestad by the Examines, edd afer “directed™: The
following titls is euggestad:

Thismay resultin slightly longer tities, but the loss in brevity
of title will be more than offeet by the gain in its informative
value in indexing, classifying, searching, eic. If & sadsfactory
titke is not supplied by the applicant, the examiner may change
the title by examines’s amendment of by initaling, at te time
of allowance,

If a change in title is the only change being made by the
examiner & the tme of aliowance, & separate examiner's
amendment need not be prepared. The change in ile will be
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incorporated In the notice of allowance. This will be accom-
plished by placing an “X" in the designated
allowance form and entering thereunder the ttle as cb
the examiner who should Initial the face of the (ile w
However, lfmexm!w’smmmwmwwm
other reasons any change in ttle will be incorpocated therein,
Inasmuch as the woeds “improved”, “improvement of* and
“improvement in" are not considered as pant of the title of an
invention, the Patent and Trademark Office does not include
these woeds at the beginning of the dtle of the invention.

607 Filing Fee [R-14]

*uuPatent application filing fees are set in accordance with
35 U.S.C.41 and are listed in 37 CFR 1.16.<

See MPEP § 608.01(n) for multiple dependent claims.

L4

When filing an application, a basic fee ** entitles applicant
to present 20 claims including not more than 3 claims in
. independent form, If claims in excess of the above are included
at the time of filing, an additional fee ¥* is required for cach
independent claim in excess of three, and & * fee »is required<
for each claim in excess of *20 claims (whether independent oe
dependent), **>Fees for a proper multiple dependent claim are
calculated based on the numbers of claims 1o which the multiple
dependent claim refers, 37 CFR 1.75(c)< and *>a fee Is re-
quirede per application containing a proper multiple dependent
claim **, For an improper multiple dependent claims < the fee
wencharged is that charged for a single dependent claime,

Upon submission of an amendment (whether entered or not)
affecting the claims, payment of ** fees is required. **

The Application Branch has been authorized to accept all
applications, otherwise acceptable, if the basic fee ** is submit-
ted, and to require payment of the deficiency within & stated
period upon notification of the deficlency.

Amendments before the firet action, or not filed in response
toan Office action, presenting additional claims in excess of the

.number already paid foe, not accompanied by the full additional
fee due, will not be entered in whole o¢ in part and applicant will
be so advised. Such amendments filed in reply w0 an Office
action will be regarded as not responsive thereto and the peactice

set forth in MPEP § 714.03 will be followed.

The addidonal fees, if any, dus with en amendment are
calculated on the basls of the claims (total and independent)
which would be present, if the amendment were entered. The
amendment ofaclaim, unless ltchanges e dependent claim to an
independent claim or adds to the number of clalms referred to in
& multiple dependent clalm>,< and the replacement of & claim
by a clalm of the same type>,< unless it is a multiple dependent
claim which refers to more prior claims, do not require any
additional fees.

For purposes of determining the fee due the Patent and
Trademark Office, & claim will be treated a8 dependent if &
conlaing reference to one or more other claims in the applica-
ton. A claim determined 0 be dependent by this wat will be
eatered if the fee paid refiects thle determination,

Any claim which is in dependent form but which s so
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constituting the application will be effective to diminish the
number of claims to be considered in calculadng the @iling fees
to be paid.

The addidonal fees, if any, due with en amendment are
required peioe o any consideration of the amendment by the
examiner

Money pald in connection with the filing of a proposed
amendment will notbe refunded by reason of the nonentry of the
amendment. However, unentered claims will not be counted
when calculadng the fee due in subsequent amendments.
Amendments affecting the clalms cannot serve as the basls for
granting any refund,

See MPEP § 141S for relssue application fees.

607.02 Returnability of Fees [R-8)

Al questions pertaining to the returm of fees are referred to
the Refund Section of the Accounting Division of the Office of
Finance. No opinions should be expressed to attorneys or
applicants as (o whether or not fees ase returnable in pasticulas
cases. >Such questions may aluo be treated, 1o the extent
appropeiate, in declsions on petition decided by vasious Patent
and Trademark Office officials.<

608 Disclosure [R-8)

In retum for @ patent, the inveator gives as consideration 2
complets revelation or disclosure of the invention for which
protection is sought. All amendments or claims must find basis
in the oeigina! disclosure, or they involve new mattes. Applicant
may rely for disclosure upon the specification with original
chm.moa‘nddnwlmu.uﬂbd.mucm 1.118 and >MPEP<

If during the course of examination of a patent application,
an examiner notee the use of language that could be deemed
offensive to any race, religion, sex, ethnic group, or nationality,
be or she should object to the use of the language as failing o
comply with the Rules of Practice. 37 CFR< 1.3 proscribes the
preseatation of papers which are lacking in decorum and cous-
tesy. There is & further basls for objection in that the inclusion
of such proscribed language in a Federal Government publica-
tion would not be in the public interest. Also, the inclusion in
application drawings of any depictions or caricatures thatmight
reasonably be considered offensive to any group should be

similarly objected to, on like suthority.
Rev. 16, Nov. 1992
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relating (o the propriety thereof fully resolved.
For design application practice see >MPEP< § 1504,

608.01 Specificaton [R-14]

35 U.S.C. 22. Printing of papers filed.
The Commissioner may require papers filed in the Patent and
Tredemark Offics to be printed or typewritten,

37 CFR 1.71 Detailed description and specification of the invention.

(a) The specification must includs e wriiten description of the
invention or discovery and of the manner end process of making and
using the same, and is required to be in such full, clear, concise, and
exact terms &3 to enable any person skilled in the eet or science to which
the invention or discovery spperiaing, of with which it iz most nearly
connected, to make and uss the same.

(b) The specification must set forth the precise invention for which
& patent is solicited, in such menner a5 W distinguish it from otber
inventions end from what is old. It must describe completely a specific
embodiment of the process, mechine, menufacture, composition of
matter or improvement invented, end must explein the mode of
operation or principle wheasver applicable. The best mods contem-
pleted by the inventor of carrying out his invention must be set fosth.

(c) In the case of an improvement, the specification must particu-
lesly point out the pert o pezts of the process, mechine, manufecture,
or composition of matier o which the improvement relates, end the
description should be confined to the specific improvement und to such
paris 88 necsssarily cooperats with it or as may be necessary W a
complets understanding or description of it.

>(d) A copyright or mask work notice mey be placed in adesign or
utility patent application edjacent to copyright and mesk work material
containad therein. The notice may eppear at eny eppropriete portion of
the patent application disclosuse. For notices in drewings, sse §
1.84(0). The content of the notice must be limited to only tose
elements required by law. For example, "©1983 John Doe"(17 U.S.C.
401) and “*M* Jobn Doe" (17 U,S.C. 909) would be propesly limited
and, under cusrent statutes, legelly sufficient notices of copyright and
mesk work, respectively. Inclusion of e copyright or mesk wotk notice
will bg permitted culy if the suthorization lenguage set forth in
pazagreph (e) of this section is included et the beginning (preferebly 8
the firet paragraph) of the specificetion.

(e) The suthorization shall read as follows:

A portion of the disclosure of this petsnt document contains
materiel which is subject (o {copyright oe mask work) protection. The
{copyright or mesk work) owner has ao objection o the fecsimile
reproduction by anyone of (s paleat document or the petent disclosure,
as it appesrs in the Patent end Tredemark Office patent file or reconds,
but otherwise reserves all {copyright or mesk woek) rights whatso-
ever.<

(Perus. (4) & (o) edded, Nov. 28, 1988, 33 FR. 47808, effectiveJan. 1, 19€9]

Certain cross noies (o other related applications may be
made. References 0 foreign applications or ¢ applications
identified only by the attorney's docket number should be
required to be cancelled. See 37 CFR 1.78 and MPEP § 202.01.

37 CFR 1.52. Language, paper, writing, marging.

(a) The application, eny emendments or cotrections theretn, end
the oath or declaration must be in the Baglish lengusage excapt &
provided for in § 1.69 and pesegraph (d) of thie section. or be &com-
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papers of suitable quslity mey be required.

(b) The application pepers (spacification, including cleims, ab-
stract, outh or decleration, and papers s provided forin §§ 1.42, 1.43,
147, eic.) and also pupers subsequently flled, must be ylainly written
oa but oae side of the paper. The sizs of all shests of peper should be
88 1/2by 10 172 to 13 inches (2031 21.6cm. by 26,6 10 330em.)
A margin of ot leest spproximsiely 1 inch (2.5 em.) must be reserved
on the lefi-band of eech page. The top of each page of the epplication,
including cleime mustbave o merginof et loest approximately 3/4 inch
(2 cm.). The lines must not be crowded too closely together: typewrit-
ten lines should be 1 1/2 ordouble gpaced. The pages of the application
including cleims end ebstrect hould be numbered consecutively,
stagting with 1, the sumbers being ceatrally located ebove or prefers-
bly, below, the text.

() Any inteslinestion, erasure, ® cancellstion orother alisrationef
the applicetion pepers filed *>should< be made before the signing of
any accompanying oath or declaration pursuent to § 1.63 referring o
those epplicetion pepers and should be dated and initialed or signed by
the applicant on e came sheet of peper. **>Application papers
contzining alterations meds efter the elgning of an oath or decleration
referring o those epplication pepers must be supporited by a supple-
mental oath or declaration under § 1.67(c)<. After the signing of the
oeth or declaratinn referving to the epplicetion pepers, unendments
may only be mads in the menner provided by §41.121 and 1.183
through 1.123.

(&) An application mey be filed in & langusgs other than English.
A verified English wenslation of the non-English language application
and the feo set forth in § 1.17(k) we required o be filed with the
applicetion or within such time & may be st by the Office.

[Pege. (c) emaunded, Jan. 17, 1092, $7 FR 2021, effective Mae. 16, 1992]

37 CFR 1.38 Chemical and mathematical formulas and tablss.

(e) The epecificetion, insluding the claims, may contain chemical
end metbematiocnl formulas, but shall not conteln deawings or flow
disgrems. The description portion of the wpecification may contsin
ables; claims may contain webles ouly if necessary W conform to 38
U.S.C. 112 oz if otherwise found w© be desizable.

(b) All tables end chemicel and mathematicel formulas in te
specification, including claims, end smendments thereto, muat be oa
paper which is Qlexible, swong, whits, smooth, noushiny, end dureble,
in order (o pesmit use as camers copy when printing eny patent which
may iesue. A good grede of boed peper is esceplable; welermerks
should not be prominent. India ink or its equivelent, or solid black
typewriter should be used o secure perfecily black solid lnss.

(&) To fecilitels comera copying when printng, the widh of
formules and tebles es presented shouldbe Uimited normully w § inches
(12.7 cm.) 50 that ik may eppeer e e gingle column in he printed palent.
1f it I not possible  Hmit the widih of e formuls or table o 5 inches
(12.7 cm.), it iz permissible w prosent the formuls or Lble with a
maximum width of 103/4 inches (27.3 cm.) and to place & sidewsys
on the sheet. Typewritten characier veed in such formulss end tbles
must be from a block (aonscript) type fout or letlediag style baving
capital lotters which ere o2 least 0.08 inch (2.1 mem.) bigh (elite type).
Hend letiering must be neat, clomn, wnd bave & minimum churacter
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height of 0.08 inch (2.1 mm.). A space ot least 1/4 inch (6.4 mm.) bigh
should be provided betwsen comples formulss end tables and the test.
Tebles should heve the lines and columae of dats clossly speced o

conserve space, consistent with high degree of legibility.

In ordes that specifications may be expeditiously handied by
the Office, page numbers should be placed at the center of the
top or bottom of each pege. It is & common peactice and a
commendable one, (o consecutively number all the lines oe
every fifih line of each page. A top margin of at least 344 inch
should be reserved on each page (0 prevent possible mutilation
of text when the papers are punched for insertion in a file
wrapper.

Applicants should make every effort to file patent applica-
tions in a form that is clear and reproducible, The Office may
accept for filing date purposes papers of reduced quality but will
require that acceptable copies be supplied for further process-
ing. Typed, mimeographed, xeroprinted, multigraphed or not-
smearing carbon copy forms of repeoduction are acceptable.

Legibility includes ability to be photocopied and photomi-
crographed so that suitable reprints can be made, This requires
a high contrast, with black lines and & white background. Gray
lines and/or a gray background sharply reduce photo reproduc-
tion quality. Legibility of some application papers may become
impaired due to abrasion or aging of the printed material during
examination and ordinary handling of the file. It may be neces-
sary to require that legible and permanent copies be fumished a
later stages after filing, particularly when peeparing for issue.

Some of the patent application papers received by the Patent
and Trademark Office are copies of the original, ribbon copy.
These are acceptable if, in the opinion of the Office, they are
legible and permanent.

The paper used must have a surface such that amendments
may be written tuereon in ink. So-called “Easily Erasable” paper
having a special coating so that erasures can be made more
easily may not provide a “permanent” copy. 37 CFR 1.52(a). If
a light pressure of an ordinary (pencil) eraser removes the

. imprint, the examiner should, a3 s00a as this becomes evident,
rotify applicant by use of Form Paragraph 6.32 that it will be
necessary for applicant to order a copy of the specification and
claims to be made by the Patent and Trademark Office at the
applicant’s expense for incorporation in the file. It is not
necessa:ywmunmhcopy.toapplmtonigmm.

§6.32 Application on easily evasable paper

The epplication pepers @we cbjectad 0 becsuse they sre not &
permansnt copy s tequired by 37 CFR 1.52(e). Reference is made ©
{1}

Applicent is required either (1) to submit permanest copies of the
identified pests or (2) to ander & photocopy of the ehove identified parts
to be mede by the Patent and Trademark Office et applicent’s expsnse
for incorporetion in the fils. Ses MPEP 608.01.

Ezaminer Note:
In the “bracket” identify, 1) ell of the specificstion; 2) pages of the
specificstion; 3) claims; 4) cath, declaration; S) ete.

See In re Benson, 1959 C.D. 5; 744 0.G. 353. Reproductions
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Form Paragraph 7.29 may be used wheee the disclosure
containg informalides.

§2.29 Disclosure Qbjectad to, Minor lnformalities
The disclosure is abjected to becsuss of the irllowing informali-
tes: [1) Apgropriate comection is required.

Ezsminer Note:

Use this paragraph to polatowt minoe informelities such ss speiling
errors, inconsistent terminology. numbering of elemonts, els., which
should be corrected. Ses paragrapha 6.28 (0 6.32 forspecific informali-
ties.

The specification does not require a date.

If a newly filed application obviously fails o disclose aa
inveation with the clarity required by 3SU.S.C. 112, revisionof
the application should be required. See MPEP § 702.01.

As the specification is never returned to applicant under any
circumstances, the applicant should retain a line for line copy
thereof, each line, preferably, baving been consecutively num-
bered on each page. In amending, the atommey or the applicant
requests insertions, cancellations, or alterations, giving the page
and the line.

37 CFR 1.52(c) relating to interlineations and other altera-
tions is strictly enforced. See In re Swanberg, 129 USPQ 364.

Form Paragraphs 6.29-6.31 should be used where appeopri-
ae.

§6.29 Specification, Spacing of Lines

The specing of e lines of the specification is euch 28 to make
reading and entry of emsadments difficult. New spplicstion papers
with lines double speced on good quality paper ase required.

§6.30 Numerous Grammatical Evrovs

The epecificetion is replets with gramunstical and idiomatic errors
00 numerous t mention specifically. The specification should be
revizsed carefully. Exumples of such errors age: {1].

§6.31 Lengthy Specification, Jumbo Case

The lengthy specification bas not besa checked © the extent
necepsary to detwsmine the pressace of &l pomsible miner emors.
Applicant's cooperation is requested in correcting any errors of which
epplicent may become ewere in the specificaion.

Excmeiner Note:
This peregraph is applicebls in so-celled “Jumbo cases”.

USE OF METRIC SYSTEM OF MEASUREMENTS IN
PATENT APPLICATIONS

In onder to minisnize the necessity in the future for convert-
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as research and prioe art search documents, all patent applicants
are strongly encouraged (o uae either (1) only metric (S 5 )wm.
or (2) English units together with their metric sysiem equiva-
lents* when describing theis inventions in the specifications of
patent applications. This practice, however, is not being made
mandatory at this time.

The initials S.1, stand for “Systeme Intemational d'Unites®,
the French name for the International System of Uhnits, a
modernized metric system adopted in 1960 by the International
General Conference of Weights and Measures based on precise
unit measurements made possible by modern technology.

FILING OF NON-ENGLISH LANGUAGE
APPLICATIONS

37 CFR 1.52 Language, Paper, Writing, Margins.
CHREG

(d) An application may be filed in a lenguage other than English. A
verified English trenslation of the non-English language application
and the fee set forth in § 1.17%(k) are required to be filed with the
applicetion or within such time as may be set by the Office.

The Patent and Trademark Office will accoed afiling date to
an application meeting the requirements of 35 U.S.C. 111 even
though some or all of the application papers, including the
wriiten description and the claims, is in a language other than
English and bence does not comply with 37 CFR 1.52.

A verified English translation of the non-English language
papers, the filing fee, the oath or declaration and fee set forth in
37CFR 1.17(k) should either accompany the application papers
or be filed in the Office within the time set by the Office.

A subsequently filed verified English transiation must con-
tain the complete identifying data for the application in order to
permit prompt association with the papers initially filed. Ac-
cordingly, itis strongly recommended that the original applica-
tion papers be accompanied by a cover letier and a self-
addressed return post card, each containing the following iden-
tifying data in English: (a) applicant’s name(s); (b) title of
invention: (¢) number of pages of specification, claims, and
sheets of drawings; (d) whether oath or declaration was filed and
(e) amount and manner of paying the filing fee.

The translation must be a literal ranslaton verified as such
by the translator, and must be accompenied by a signed request
from the applicant, his oe her attoruey oe agent, asking that the
verified English translation be used as the copy foe examination
purposes in the Office, If the verified English translation does
not conform (o idiomatic English and United States peactice it
should be accompanied by a preliminary amendment making
the necessary changes without the introduction of new matter
prohibited by 3§ U.S.C. 132. In the event the verified Literal
translagion is not timely filed in the Office>,< the application
will be regarded as abandoned.

It should be recognized that this practice is intended for
emergency situations to prevent loss of valuable rights and
should not be routinely used foe filing applications. There are at
least two reasons why this should not be used on aroutine basis.
First, there are obvious dangers to applicant and the publicif be
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tables and chemical formulas in the specification in lieu of
formal drawings. The examiner should object (0 such descrip-
tive iliustrations in the specification and request formal draw-
ings in accordance with 37 CFR 1.81 when an application
contains graphs in the

Since the December 7, lWﬁhmofpmnm.ﬂlmud
mathematical equations and chemical formulas, or postions
thereof, have been reproduced for printng by a computer
process developed by the Data Base Contractor. Those portions
of chemical formulas which cannot be reproduced by the
process, such as dotted, curved, broken and *>wedge-shaped<
lines, must be drawn by hand on the photocomposed page. There
are, however, some chemical structures which cannot be sepro-
duced because they are either 00 complex or involve (oo many
lines which cannot be generated by the computer process. The
camera copy process, which is used 0 insert these types of
structures onto the printed patent page, is both ime consuming
and costly to the Office. Because of the reduction factor and
failure to comply with the guidelines setforth in 37 CFR 1.58(a)
and (b), the reproduction of these structures is often poor.

Therefore, the specification, including the claims, may
coatain chemical formulas and mathematical equations, but
should not contain drawings of flow diagrams or diagrammatic
views of chemical structures. The description postion of the
specification may contain tables; claims may contain tables
only if necessary to conform w0 35 U.S.C, 112,

APPLICATION FILED WITHOUT ALL PAGES OF
SPECIFICATION

Applications filed without all pages of the specification are
not given a filing date since they are "prima facie” incomplete.
The filing date is the date on which the omitied pages are filed.
If the oath or declaration for the application was filed peioe to the
submission of all pages of specification,the submission of any
omitied pages must be accompanied by a supplemental oath or
declaration referring to the specification originally deposited, as
amended to include the pages originally omitted. If the cath or
declaration for the application was not filed prioe to the submis-
sion of the omitted pages, the oath or declaration, when filed>.<
mustinclude aspecificreferenceto the pagesoriginally omitied.
If any applicant believes that the omitted pages of the applica-
tion are not necessary for an understanding of the subject matter
sought to be patented, applicant may petition to bave the
application accepéed without the omitled pages. Any petition
must be accompanied by the petition fee (37 CFR 1.17(h)) and
an amendment canceling from te specification all incompleie
sentences and any claims which depend upon the omitted pages
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adequately disclosed i, and a desire to rely on,the application
as thus amended for pusposes of an original disclosure and filing
date. If the oath or declaration for the application was not filed
prior to the date of the petition and amendment, the oath or
declaration>,< when filed, must include a specific reference o
the amendment cancelling from the specification all incomplete
sentences and any claims which depend upon the omitied pages
for disclosure and support. The petlition requesting that the
application be accepted without the omitted pages should be
directed to the Office of the Assistant Commissioner for Patents
and request relief under 37 CFR 1.182,

APPLICATION FILED WITHOUT AT LEAST ONE
CLAIM

35 U.S.C. 111 requires that an application for patent should
include, inter alia, “a specification as prescribed by section 112
of this title”™. Section 112 states that “The specification shall
contain a written description...and...shall conclude with one or
more claims..." Also, the CAFC stated in Litton Systems, Inc. v.
Whirlpool, 221 USPQ 97, 105 (Fed. Cir. 1984) that:

"Both statute, 35 U.S.C. §111, and federal regulations, 37
CFR § 1.51, mske clear the requirement that an application for
a patent must include (1) a specification and claims,..." (em-
phasis original)

Therefore. a claim is clearly a statutory requirement for
according a filing date o an application. 35 U.S.C. 171 makes
35U.8.C. 112 applicable to design applications. Also,35 U.S.C.
162 requires the specification in a plant patent application to
coatain a claim. Thus, any application filed without at least one

_claim is incomplete and not entitled to a filing date. If the
application does not contain at least one claim, a "Notice of
Incomplete Application” (form PT0-1123) will be mailed to the
applicant(s) indicating that o filing date has been granted and
setting a period for submitting aclaim. The filing date will be the
date of receipt of at least one clairn. See In re Martson, 208
USPQ 168 (CommY Pats 1980).

608.01(a) Arrvangement of Application [R-14)

37 CFR 1.77 Arrangemens of application elements.

The elements of the application should eppess in the following
order:

(a) Title of the invention; or en inwoductory portion stating the
name, citizenship, end residence of the applicant, and the title of the
invention may be ussd.

() (Resezved).

(€) (V) Cross-reference o related epplications, if any.

- (2) Reference to & “microfiche sppendiz” if eny. (See § 1.96(b)).
The total number of microfiche and total number of frames should be
specifisd.
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(j) Drawings.
NOTE

Design patent specification, MPEP § 1503.01.

Plant patemt specification, MPEP § 1605.

Reissue patent specification, MPEP § 1411.

The following osder of arrangement is pecferable in framing
the specification and, except for the title of the invention, each
of the lettered items should be preceded by the headings indi-
cated.

(a) Tide of the Invention.

(b) Cross-References to Related Applications Gf any).

(c) Background of the Invention.

1. Field of the Invention.
2. Description of the related ant including information
disclosed under 37 CFR 1.97**>and 1.98<.

(d) Summary of the Invention.

(e) Brief Description of the Drawing.

(£) Description of the Preferred Embodiment(s).

(g) Claim(s).

(b) Abstract of the Disclosure.

Applicant (typically a pro se) may be advised of the proper
arrangement by using Form Paragraph 6.01 or 6.02.

§¥6.01 Arvangement of Specification

‘The following guidelinesillustrate the preferred layout and conte
for patent applications. These guidelines ere suggested for ¢
applicant’s use.

Arrangement of the Specification

The following order or arrangement is preferred in framing
specification and, except for the tithe of te inveation, each of
lettered items should be preceded by the beadings indicated below.

(=) Title of the Invention.

(b) Cross-References o Related Applications (if eny).

(c) Statement 28 W rights to inventions made under Federally-
sponsored research and development (if any).

(d) Background of the Inveation.

1. Field of the Invention.
2. Description of related art including information disclosed

under 37 CFR §§ 1.97%*> and 198<.

(e) Summery of e Invention.

(£) Brief Description of the Drawing.

(g) Description of the Preferred Embodiment(s).

() Claim(s).

(i) Abstract of the Disclosure.

Exsminer Note:
In tis paragraph an introductory seatence will be necessazy.
‘This peragraph intended primarily for vee in Pro Se applications.

§6.02 CommdSpccm
Contont of

(8) Tiths of the Invention. (See 37 CFR § 1.72(s)). The title of the
’mmﬂoﬂdbemuwehpofmmlngedm;pwxﬁu-
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tion. It should be brief but technically sccurete and descriptive, prefese-
bly from two to seven words.

(b) Cross-References to Related Applications: See 37 CFR 1.78
and § 201.11 MPEP,

(c) Statement as to rights to inventions made under Federally
sponsored research and development (if any): see § 310 MPEP.

(d) Background of the Invention: The specification should set forth
the Background of the Invention in two pests:

(1) Field of the Invention: A statement of the field of et to which
the invention pertaing. This statement may include a parsphrasing of
the applicable U.S. patent classification definitions or the subject
matter of the claimed invention. This item may also be titled “Technical
Field".

(2) Description of the Related Ari: A description of the related art
known to the applicant and including, if spplicable, references w
specific art related and problems involved in the prior et which age
solved by the applicant’s invention. This item may also be titled
‘“Background Art”.

(¢) Summary: A brief summary or general statement of the inven-
tion as set forth in 37 CFR § 1.73. The susumary is separate and distinet
from the abstract and is directed toward the invention rather than the
disclosure as 8 whole. The summary may point out the advantages of
the invention or bow it solves problems previously existent in the prior
art (and preferably indicated in the Background of the Invention). In
chemical cases it should point out in general terms the utility of the
invention. If possible, the nature and gist of the inveation or the
inventive concept should be set forth. Objects of the invention should
be treated briefly end caly to the extent thet they coalribule to an
understanding of the invention.

() Brief Description of the Drawing(s): A reference (o and brief
description of the drawings(s) as set forth in 37 CFR § 1.74.

(g) Description of the Preferred Embodiment(s): A description of
the preferred embodiment(s) of the invention &s required in 37 CFR §
1.71. The description should be as shoet and specific as is necessary to
describe the invention adequately end eccurately.

This item may also be titled “Best Mode for Camrying Out the
Invention”. Where clements or groups of elements, compounds, and
processes, which are conventional and generally widely known in the
field of the invention described and their exsct nature of type is not
necessary for an understanding-and uge of the inventioa by a person
skilled in the art, they should not be described in detzil. However,
where perticularly complicated subject matter is involved or where the
elements, compounds, or processes may not be commonly or widely
known in the field, the speculation should refer W another patent or
readily aveilable publication which sdequately describes the subject
matter.

(b) Claim(s) (See 37 CFR 1.75) A claim may be typed with the
various elements subdivided in paragraph form. There may be plural
indentations to further segregate subcombinations or related eeps.

(i) Abstract: A brief narrative of the disclosure as awhole in asingle
paragraph of 250 words or legs.

Exsminer Note:
In this paragraph an introductory seatence will be necessary.
This paregraph is intended primerily for use in Pro Se applications.
See also “pro s6” from peragraphs in Chepter 1700 of the Msaual of
Patent Examining Form Peragrapbs.

608.01(b) Abstract of the Disclosure [R-14]

37 CFR 1.72%. Tule and abstract.

B0

(b) A brief sheiract of the technicsl disclosure in the specification

Rev. 14, Nov. 1992
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directed 0 the techniced wh&m m m specification
Form Paragraph 6.12 (below). Applicants may use either "Ab-
stract” or “Abstract of the Disclosure” as a beading.

If the abstract contained in the application does not
complywith the guidelines, the examiner should point out the
defect to the applicant in the first Office action, or at the earliest
point in the prosecution that the defect is noted, and require
compliance with the guidelines. Since the abstract of the disclo-
sure has been interpreted to be a part of the specification for the
purpose of compliance with paragraph 1 of 35U.S.C. 112{Inre
Armbruster, 512 F2d 676, 185 USPQ 152 (CCPA, 1979)), it

would ordinarily be preferable that the applicant make the
necessary changes to the abstract (0 bring it into complisnce
with the guidelines. See Form Paragraphs 6.13-6.16 (below).

Respoases to such actions requiring either anew abstractor
amendment ¢ bring the abstract into i with the
guidelines should be treated under 37 CFR 1.111(b) practice
like any other formal matter. Any submission of 2 new abstract
or amendment (0 an existing abstract should be carefully re-
viewed for introduction of new matter, 35 US.C. 132, MPEP §
608.04.

Upon passing the case to issue, the examiner should see that
the abstractis an adequate snd clesr statement of the contents of
the disclosure and generally in line with the guidelines. The
abstract shall be changed by the examiner’ s amendment in those
instances where deemed necessary. This authority and respon-
sibility of the examiner shall not be abridged by the desirability
of baving the applicent make the necessary correctiouns. For
example, if the application is otherwise in condition for allow-
ance except that the abstract does not comply with the guide-
lines, the examiner generally should make any necessary revi-
sions by examines’s amendment rather than issuing an Ex parte
Quayle action requiring applicant to make the necessary revi-
sioas.

Under currentpractice, in all instances where the application
contains an abstract when sent to issue, the abstract will be
printed on the patent.

GUIDELINES FOR THE PREPARATION OF PATENT
ABSTRACTS

Background

The Rules of Practice in Patent Cases require-that each
application for patent include an abstract of the disclosure, 37
CFR 1.72(b). _

‘The content of a patent abstract should be such a5 to enable
the reader thereof, regardless of his degree of familiarity with
patent documents, 0 ascetm qmcldy the character of the




subject matter covered by the technical disclosure and should
include that which is new in the ast to which the invention
periaing.

The abstract is not intended mor designated for use in
interpreting the scope ormeaning of the claims, 37 CFR 1.72(b).

Conternt

A patent abstract is a concise statement of the technical
disclosure of the patent and should include that which is new in
the art to which the invention pertains.

If the patent is of a basic nature, (he entire technical disclo-
sure may be new in the art, and the abstract should be directed
to the entire disclosure.

If the patent is in the nature of an improvement in old
apparatus, process, product, or composition, the abstract should
include the technical disclosure of the improvement.

In certain patents, particularly those for compounds and
compositions, wherein the process for making and/or the use

" thereof are not obvious, the abstract should set forth a process
for making and/or 2 use thereof.

If the new technical disclosure involves modifications of
alternatives, the abstract should mention by way of example the
preferred modification or alternative.

The abstract should not refer to purporied merits or specu-
lative applications of the invention and should not compare the
invention with the prior ag.

Where applicable, the abstract should include the following:
(1)if amachine or apparatus, its organization and operation; (2)
if an article, its method of making; (3) if 2 chemical compound,
its identity and use; (4) if a mixture, its ingredieats; (5) if a
process, the stcps. Extensive mechanical and design details of
apparatus should not be given.

With regard particularly to chemical patents, for compounds
or compositions, the general nature of the compound or compo-
sition should be given as well as the use thereof, e.g., “The
compounds are of the class of alkyl benzene sulfonyl ureas,

" useful as oral anti-diabetics.” Exemplification of a species could
be illustrative of members of the class. For processes, the type
reaction, reagents and process conditions should be stated,
generally illustzated by a single example unless variations are
necessary.

bmguag.e and Formaz

The abstract should be in narrative form and generally
limited toa single paragraph within the range of 5010250 words.
*#5The< abstract >should<not exceed >235 lines of text. Ab-
stracts exceeding 25 lines of text should be checked to see that
itdoes notexceed< 250 words in length since the space provided
for the abstract on the computer tape by the printer is limited. If
the abstract cannot be placed on the computer tape because of its
excessive length, the application will be returned to the exam-
iner for preparation of a shorter abstract. The form and legal
phraseology often used in patent claims, such as “means™ and
“said,” should be avoided. The abstract should sufficiently
describe the disclosure to assist readers in deciding whether
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Responsibility

Preparation of the abstract is the responsibility of the appli-
cant. Background knowledge of the @t and an appreciation of
the applicant’s contribution to the art are most important in the
preparation of the abstract. The review of the abstract, for
compliance with these guidelines, with any necessary editing
and revision on allowance of the application s the responsibility
of the examiner.

Sample Abstracts

(1) A heart valve which has an annulsr valve body defining an
orifice and a plurality of struts forming a pairof cages on opposite sides
of the orifice. A sphericel closure member is captively held within the
cages and is moved by blood flow between open and closed poeitions
in check valve fashion. A slight leak or backflow is provided in the
closed position by making the orifice slightly larger than the closure
member. Blood flow is maximized in the open position of the velve by
providing an inwardly convex contour on the orifice-defining surfaces
of the body. An annulsr rib is formed in a chennel eround the periphery
of the valve body w0 anchor 8 suture ring used to secure the valve within
a beant.

(2) A method for sealing whereby beat is applied to seal, overlap-
ping closure panels of a folding box made from paperboard having
extremely thin coating of moisture-proofing thermoplastic material on
opposite surfeces. Heated air is directed at the surfaces o be bonded,
the temperature of the air at the point of impact on the surfaces being
above the cher point of the board. The duration of application of heat
is made so brief, by a corresponding bigh rate of advance of the boxes
through the air streasn, that the coating on the reverse side of the panels
remaing substantielly non-tacky. The bond is formed immediately after
beating within e period of time for eny one surface point less then the
totel time of exposure to beated air of that point. Under such conditions
the heat epplied to snften the thermoplastic coeting is dissipated after
completion of the bond by absorption into the bosrd acting as & heat
sink without the need for cooling devices.

(3) Amides are produced by reacting an ester of a carboxylic acid
with an amine, using sscatalystan alkoxideof en alkali metal. Theester
is first beated to stleast 75°C. under a pressuze of no more then 500 mm.
of mercury o remove moisture and acid gases which would preventthe
reaction, and then converied to an amide without heating to initiate the
reaction.

§6.12 Abstract Missing (Background)
‘This spplication does not contain an Abstract of the Disclosure 28
required by 37 CFR 1.72(b). Anabstract on s separate sheetis required.

Essiniacr Note: ‘
For Pro Se applicant consider form peregraphs 6.14 - 6.16.
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608.01(c)

§6.13 Abstract Objscted to: Minar Informalities
The Abstract of the Disclosure is objected to because [1]. Correc-
tion is required. Sea MPEP 608.01(b).

Egaminer Note:

In bracket 1, indicate the informalities that should be comrectad.
Use this paragraph for minor informalities such a6 the inclusion of legal
phraseclogy. undue length, etc.

§6.14¢ Abstract of the Disclosure: Content

Applicant is reminded of the proper content of an Absiract of the
Disclosure.

A patent sbstract is a concise statement of the technical disclosure
of the patent and should include that which iz new in the eet to which

the invention pertains.
‘ If the patent is of a basic nature, (he entire technical disclosure may
be new in the art, and the sbstract should be directed o the eatire
disclosure.

If the patent is in the nature of an improvementin an old apparatus,
process, product or composition, the abstract should include the tech-
nical disclosure of the improvement. !

In certain patents, pasticulerly those for compounds and composi-
tions, wherein the process for making and/or the use thereof are not
obvious, the abstract should set forth 2 process for meking and/or use
thereof. &

If the new technicsl disclosure involves modifications or alterme-
tives, the abstract should meation by way of example the preferred
modification or alternative.

The abstract should not refer to purported merits or speculative
applications of the invention and should not compeze the invention
with the prior art.

Where applicable, the abstract should include the following: (1) if
amachine or apparatys, its cgenization and operation; (2) if an asticle,
its method of making; (3) if a chemical compound, its identity and use;
(4) if a mixtuge, its ingredients; (5) if a process, the steps. Extensive
mechanical and design Jetails of spparatus should not be given.

Ezaminer Note:
See paragraph 6.16.

§6.15 Abstract of the Disclosure, Chemical Cases

Applicant is reminded of thgiproper content of an Abstract of the
Disclosure.

In chemical palent shstracts, compounds of compotgitions, the
general nature of the compound or composition thould be given s well
as its use, e.g., “The compounds are of the clase of aikyl benzene
sulfonyl ureas, useful as orsl anti-disbetics.” Exemplifiction of 2
species could be illustrative of members of the class. For processes, the
type resction, reagents end process conditions should be stuted, gener-
ally illustrated by & single example unlees vagistions sre necessary.
Complete revision of the content of the sbetractisrequired on e separsie
sheet.

§6.16 Absivacs of the Disclosure, Language

Applicant is reminded of the proper langusge and format of an
Abstract of the Discloswre.

The ebstrect should be in narrative form end geneesily limited o a
single peagreph on e seperate shest within the renge of 30 w 250
words. It is important thet the abstrect not exceed 250 words in length
since the space provided for the abetract on the computer tape used by
the printer i limitad. The form and legal phraseclogy oftea used in
patent claims, such & “mesns” and “seid”, should be avoided. The
abatrect should describe the disclosure sufficiently t ausist readers in
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defined by this invenlion,” “mmxnmmms. e,

Exsminer Note:
See also peragraph 6.14.

608.01(c) Background of the Invention
[R-14]

The Background of the Invention ordinarily comprises two

(1) Field of the Inveation: A statement of the field of art to
which the invention pertains. This statement may incluede a
parapbrasing of the applicable U.S. patent classification defini-
tions. The statement should be directed to the subject matter of
the claimed invention.

(2) Description of the relaed art including information
disclosed under 37 CFR 1.97 **>and 1.98<: A paragraph(s)
describing to the extent practical the state of the prior art or other
information disclosed known to the applicant, including refer-
ences to specific prior ant or other information where appropei-
ate. Where applicable, the problems involved in the prior ast or
other information disclosed which are solved by the applicant’s
invention should be indicated. See also MPEP §§ 608.01(a),
608.01(p) and 707.05().

608.01(d) Brief Sumunary of Invention
[R-8]

37 CFR 1.73 Sumunary of the inverdion.

A brief summary of the invention indicsling its neture and sub-
stance, which may include @ statement of the object of the invention,
should precede the detailed description. Such summary should, when
set forth, be commensurate with the invention 2 claimed and sny
object recited should be thet of the invention us claimed,

Since the purpose of the brief summary of inveation is ©
apprise the public, and more especially those interested in the
pasticular art to which the invention relates, of the nature of the
invention, the summary should be directed to the specific
invention being claimed, in contradistinction to mere generali-
ties which would be equally applicable © numerous preceding
pasents. That is, the subject matter of the invention should be
described in one or more clear, concise sentences of paragraphs.
Stereotyped general statements that would fit one case as well
as another serve no useful purpose and may well be required to
be canceled as swrplusage, and, in the sheence of any illuminat-
ing statement, replaced by statements thas are directly in point
a5 applicable exclusively o the case in band.

The brief susmary, :fpmpedywmunmmom&eem
nature, operation and puspose of the invention, will be of
material assistance in siding ready understanding of the patent
in future searches. See SMPEP< § 905.04. The beief summary
should be more than a mere statement of the objects of the
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invention, which statement is also permissible under 37 CFR
1.73.

The brief summary of invention should be consistent with
the subject matter of the claims. Note final review of application
and preparation for issue, >MPEP< § 1302.

608.01(e) Reservation Clauses Not
Permitted

37 CFR 1.79 Reservation clauses not permitted.

A reservation for a future application of subject matter disclosed
but not claimed in a pending application will not be permitted in the
pending application, but an application disclosing unclaimed subject
matier may contain a reference to a later filed application of the same
applicant or owned by a common essignee disclosing and claiming that
subject matter.

608.01(f) Brief Description of Drawings [R-14}

. 37 CFR 1.74 Reference to drawings.

When there are drawings, there shall be a brief description of the
several views of the drawings and the detailed description of the
invention shall refer to the different views by specifying the numbers
of the figures, and to the different parts by use of reference letters of
numerals (preferably the latter).

Application Branch will review the specification, including
the beief description>,< prioe 10 assigning a filing date to the
application to *>ensure< that all figures of drawings described
in the specification are present. If the specification describes a
figure which is not present in the drawings, Application Branch
will mail a "Notice of Incomplete Application” >(<form PTO-
1123), MPEP § 601.01, stating that the filing date of the
application will be the date of receipt of the omitied figures.
Therefore, it is important that all figures of drawings be coe-
rectly labelled and described in the brief description and else-
where in the specification. See also, MPEP § 608.02.

The examiner should see to it that the figures are correctly
described in the brief description of the drawing, that all section
lines used are referred o, and that all needed section lines are
used.

608.01(g) Detailed Description of
Invention [R-14}

A detailed description of the inveation and drawings follows
the general statement of invention and brief description of the
drawings. This detailed description, required by 37 CFR 1.71,
MPEP § 608.01, must be in such pasticularity as to enable any
person skilled in the pertinent art or science to make and use the
invention without involving extensive experimeniation. An
applicant is ordinarily permitied to use his or ber own terminol-
ogy, as loag as it can be understood. Necessary grammatical
corrections, bowever, should be required by the examnines, bt
it must be remembered that an examination is not made for the
puspose of securing grammatical pesfection.

‘The reference characters must be properly applied, no single
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The decctm is a dmmy fot me clmms and should
provide clear supportor antecedent basis forall terms usedinthe
claims. See 37 CFR 1.75, MPEP *§ 608.01G), >§< 608.01(0),
and >§< 1302.01.

NOTE. - Completeness, MPEP § 608.01(p).

USE OF SYMBOL “Phi” IN PATENT APPLICATION

The Greek letter Phi has long been used as a symbol in
equations in all technical disciplines. It further bas special uses
which include the indication of an electrical phase or clocking
signal as well as an angular messurement, The recognized
symbols for the upper and lower case Greek Phi charactess,
bowever, do unt appear® on most typewriters, This apparently
has led to the use of a symbol composed by first striking a zero
key and then backspacing and striking the “cancel” or “slash™
key toresult in @>,< an approximation of accepted symbols for
the Greek character Phi. In other instances the symbol is
composed using the upper or lower case letter “O” with the
“cancel” or “slash™ superimposed thereon by backspacing or is
simply handwritten in a variety of styles. These expedients
result in confusion because of the variety of type sizes and styles
available on modern typewriters.

In recent years, the growth of data processing has seen the
increasing vse of this symbol (“O™) as the standard representa-
tion of zego. The “slashed™ or “cancelled zero” is used ©
indicate zero and avoid confusion with the upper case lettes “O"
in both text and drawings.

Thus, when the symbol “@” in one of its many variations, as
discussed above, appears in patent applications being prepared
for printing, confusion as w the intended meaping of the symbol
arises. Those (such as examiners, atiomeys, and applicanis)
working in the art can usually determine the intended meaning
of this symbol because of their knowledge of the subject matter
involved, but editoes preparing these applications for printing
have no such specialized knowledge and confusion arises as to
which symbol to print. The result, at the very least, is delay until
the intended meaning of the symbol can be ascertained.

Since the Office does not have the resources @ conduct a
technical editorial review of each application before printing,
and in order W eliminate the problem of peinting delays associ-
ated with the usage of these symbols, any question about the
intended symbol will be resolved by the editorial staff of the
Office of Publications by printing the symbol “g” whenever that
symbol is used by the applicant. Any Certificate of Correction
necessitated by the above practice will be at the paleniee’s
expense (37 CFR 1.323) because the intended symbol was aot
accurately presented by the Geeek upperorlower case Philetiers

(@, @) in the pasent application.

Rev. 14, Nov. 1992



608.01(h)

608.01(h) Mode of Operation of Invention
[(R-8]

The best mode contemplated by the inventor of carrying out
his >or ber< invention must be set foeth in the description. >see
35U.S.C. 112, There is no statutory requirement for the disclo-
sure of aspecific example. A patent specification is notintended
noe required to be a production specification, In re Gay, 309F2d
768, 135 USPQ 311 (CCPA 1962). The ebsence of a specific
working example is not necessarily evidence that the best mode
has not been disclosed, nor is the presence of one evidence that
it has. In re Honn, 364 F2d 454, 150 USPQ 652 (CCPA 1966).
In determining the adequacy of a best mode disclosure, oaly
evidence of concealment (accidental or intentional) is to be
considered. That evidence must tend to show that the quality of
an applicant's best mode disclosure is so poor as to effectively
result in conceslment. In re Sherwood, 204 USPQ 537 (CCPA
1980).<**

The question of whether an inventor has oc has not disclosed
what he or she feels is his or ber best mode is a question separate
and distinct from the question of sufficiency of the disclosuse,
Inre Gay, 135 USPQ 311 (CCPA 1962); In re Glass, 181 USPQ
31 (CCPA 1974). See 35 US.C. 112 and 37 CFR L.71(b).
Sylgab Steel & Wire Corp. v. Imoco-Gateway Corp., 357 F.
Supp. 657, 178 USPQ 22 (N.D. Ili. 1973); H. K. Porter Co., Inc.
v. Gates Rubber Co., 187 USPQ 692, 708, (D. Colo. 1975).**

>If the best mode contemplated by the inventor at the time
of filing the application is not disclosed, such defect cannot be
cured by submiing an amendment seeking to put into the
specification something required to be there when the applica-
tion was originally filed. In re Hay, 534 F2d 917, 189 USPQ 790
(CCPA 1976). Anv proposed amendment of this type should be
treated as new maner.<

Patwents bave been held invalid in cases where the patentee
did not disclose the best mode known to him. See Flick-Reedy
Corp. v. Hydro-Line Manufacturing Co., 351 F.2d 546, 146
USPQ 694 (CA 7 1965), cert. denied, 383 U.S. 958, 148 USPQ
T (1966); Indiana General Corp. v. Krystinel Corp.. 297 F.
Supp. 427. 161 USPQ 82 (SD.N.Y. 1969), affirmed, 421 F.2d
1033, 164 USPQ 321 (CA 2 1970); Dale Electromics, Inc. v.
R.C.L. Electronics, Inc., 488 F.2d 382, 180 USPQ 235 (CA 1
1973); Union Carbide Corp. v. Borg-Waraer Corp., 550 F.2d
355, 193 USPQ 1 (CA 6 1977); Reynolds Metals Co. v. Acorn
Building Componenss Inc., S48 F.2d 135, 163, 192 USPQ 737
(CA 61977).

NOTE. — Completeness, >MPEP< § 608.01(p).

608.01(}) Claims [R-8]

37 CFR 1.75 Claim{s).

(a) The specification must conclude with a claim pesticulerly
applicent regerds s his inveation or discovery.

{(b) More then one claim may be presented provided they differ
subetantially from each othar and are not unduly multiplied.

(c) One or more cleims may be presentsd in dependent form,
referring back o and further limiting snother claim o¢ cleims in the
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made therein. For fee calculation purposes, also, any claim depending
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of claims to which direct reference is made in that muitiple depeadent
claim. Inadditionto e other filing foes, any oviginal applicationwhich
is filed with, or is amended o include, taulliple dependent claims must
have peid therein the fee set forth in § 1.16(d). Claims in Jepeadent
form shall be construed ® include all the Umitationg of the cleim
incorporated by reference into the dependent cleim. A multiple dopen.
dent cleim shall be construed to incorporste by reference all the
limitaione of esch of the pusticulsr claims in relstion to which itis
being considered.

(dX1) The cleim or cleizms must conform (o the inveation &5 set
forth in the remainder of the specification and the terms and phrases
used in the claims must find clesr support or antecedent basis in the
description so thet the meaning of te tzrms in the claims may be
ascertainable by reference to the description. (See § 1.58(a).)

(2)See §§ 1.141 w 1.146 ss o claiming different inventionsincae

(e) Where the natwre of the cuse admits, as in the case of an
improvement, sny independent claim should contsin in the following
order, (1) @ preamble compricing & geaersl description of all e
elements or steps of the cleimed combination which are conventional
orknown, (2) & phrase such as “wherein the improvement comyrises,”
and (3) those elements, steps and/for relationships which constitute thet
portion of the claimed combinstion which the spplicant conziders a8
the new or improved portion.

(£) Xf there are several claims, they shall be numbered consecutively
in Arabic numerals.

(g) All dependent claims should be grouped together with the claim
or cleims to which they refer o the extent possible.

NOTE

Numbering of Claims, >MPEP< § 608.01(j).
Form of Claims, >MPEP< § 608.01(m).
Dependent claims, >SMPEP< § 608.01(n).
Examination of claims, >MPEP< § 706.
Claims in excess of fee, >MPEP< § 714.10.

608.01(j) Numbering of Claims

37 CFR 1.126 Numbering of claiws.

Tte oviginel oumbering of ths claims must be presesved twough-
must ot be renumbered. Whea claims sre added, except when pre-
sented in sccordance with § 1.121(b), they must be numbesed by the
applicant comecutively begioning with the number vext following the
bighest mumbered cluim previously presented (whether entered oz not).
When the application is reedy for dllowance, the examiner, if noces-
sary, will resumber Uis cloime consecstively in the order in which they
eppese of in wuch ordes 28 may have been reguested by applicsat.

Inasmgleclmmmse.lhecm:smmbmd.
Foumthl?myhemdwmryapp!m
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PARTS, FORM AND CONTENT

§6.17 Numbering of Claims, 37 CFR 1.126

The numbering of claims is notin sccordance with 37 CFR 1.126.
The original numbering of the claims must be pressrved troughbout the
prosecution. When claims sre canceled, the remuaining claims st oot
be renumbered. When cleims are added, except whes presented in
accordance with 37 CFR § 1.121(b), they must be numbered con-
secutively beginning with the number next following the highest
numbered claims previously presented (whether entered of not).

Misnumbered claims [1] bave been renumbered [2], respectively.

608.01(k) Statutory Requirement of Claims

35 U.S.C. 112 requires that ibe applicant shall particularly
point out and distinctly claim the subject matter which he or she
regards as his or her invention. The portion of the application in
which he or she does this forms the claim or claims. This is an
important part of the application, as itis the definition of that for
which protection is granted.

608.01(1) Original Claims

In establishing a disclosure, applicant may rely not caly on
the description and drawing as filed but also on the original
claims if their content justifies it.

Where subject matter not shown in the drawing or described
in the description is claimed in the case as filed, and such
original claim itself constitutes a clear disclosure of this subject
matter, then the claim should be treated on its merits, and
requirement made to amend the drawing and description to
show this subject matter. The claim should not be attacked either
by objection or rejection because this subject matter is lacking
in the drawing and description. It is the drawing and description
that are defective; not the claim.

It is of course © be understood that this disclosure in the
claim must be sufficiently specific and detailed to support the
necessary amendment of the drawing and description.

608.01(m) Form of Claims [R-8}

While there is no set statutory form for claims, the presemt
Office practice is to insist that each claim must be the object of
a sentence starting with “I (or we) claim”, “The invention
claimed is™ (or the equivalent). If, at the time of allowance, the
quoted terminology is not present, it is inserted by the clerk.
Each claim begins with a capital letter and ends with a period.
Periods may not be used elsewhere in the claims except for
abbreviations. A claim may be typed with the various elements
subdivided in paragraph form.

There may be plural indentations to fusther segregate sub-
combinations or related steps. In general, the printed patent
copies will follow the format used but printing difficulties or
expense may prevent the duplication of unduly complex claim
formats.,

Reference characters corresponding to elements recited in
the detailed description and the drawings may be used in
conjunction with the recitation of the same element or group of
elements in the claims. The reference characters, bowever,
should be enclosed within pareatheses so as to avoid confusion
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response, claims varying from (he broadest to which be or she
believes be or she is entitled to the most detailed that be or she
is willing to accept.

Claims should preferably be arranged in order of scope s0
that the first claim presented is the broadest. Where separate
species areclaimed, the claims oflike species shouldbe grouped
together where possible and physically sepasated by drawing a
line between claims or groups of claims. (Both of these provi-
sions may not be practical or possible where several species
claims depend from the same generic claim,) Similagly, product
and peocess claims should be separately grouped. Such amange-
ments are for the puspose of facilitating classification and

The fosm of claim required in 37 CFR 1.75(e) is pasticularly
adapted for the description of immprovement type inventions. It
is to be considered a combination claim. The preamble of this
form of claim is considered to positively and clearly include all
the elements or steps recited therein as a pant of the claimed

For rejections not based on prior art see >SMPEP< § 706.03.

608.01(n) Dependent Claims [R-8]

37 CFR 1.75(c) reads as follows for applications filed prior
to January 24, 1978:

{c) When more than one claim is presented, they may be placed in
dependent form in which a claim may refer back o and further restrict
s single preceding claim, Claims in dependent form shall be construed
o include all ths imitations of the claim incorporated by reference into
the dependent claim.

MULTIPLE DEPENDENT CLAIMS

37CFR 1.75(c) reads as follows for applications filed on and
afier Yanuary 24, 1978.

37 CFR 1.75 Claim(s).
L R-R-R X

{c) one or more cleims may be presented in dependent form,
referzing back t end ferther limiting another claim or claims in the
seme application. Any dependent claim which refers © more than one
other claim (“multiple dependent cluim™) shall refer to such other
claims in the alternative only. A multiple dependent claim shall not
serve 28 & bazis for eny other owltiple dependent claim. For fee
celculation purposes undes § 1.16, 2 multiple dependent claim will be
considered © be that number of claims to which direct seference is
made therein. For fee calculation purposes, also, eny cleim depending
from & multiple dependent cleim will be considered o be that number
of claims o which direct reference is made in that multiple dependent
claim. In sddition w Gie other filing fees, sny original applicetion which
i filed with, or is uneaded %o include, multiple dependent claims must
bave paid therein te foe sot forth in § 1.16(d). Claims in dependent
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form shall be constrved (o include all the lamilatic j
motpocmdbyufmmmthodepcmcm Amuwphdama»
dent claim shell be construed to incorporsie by refereace all the
limitations of each of the pasticular claims in selation (o which it is
being considered.

CBeH S

Generally, a multiple dependent claim is a dependent claim
which refers back in the alternative to more than one preceding
independent or dependent claim.

The second peragraph of 35 U.S.C. * 112 bas been revised
in view of the multiple dependent claim practice introduced by
the Patent Cooperation Treaty. Thus, >35U.S.C.<* 112 authoe-
izes multiple dependent claims in applications filed on and after
January 24, 1978, as long as they are in the alternative form (e.g.,
“A machine according to claimns 3 or4, further comprising --<“).
Cumulative claiming (e.g.,"A machine according to claims 3
and 4, further comprising --- “) is not permitted. A multiple
dependent claim may refer in the alternative to oaly one set of
claims. A claim such as “Adeviceasinclaims 1, 2, 3, or 4, made
by a process of claims §, 6, 7, or 8" is improper. Section 112
allows reference to only a particular claim. Furthermore, a
multiple dependent claim may gof serve as a basis for any other
multiple dependent claim, either directly or indirectly. These
limitations belp to avoid undue confusion in determining bow
many prior claims agre actually refesred to in & multiple depend-
ent claim,.

A multiple dependent claim which depends from another
multiple dependent claim should be objected to by using Form
Paragraph 7.48.

§7.45 Improper Mudtiple Dependent Claims

Claim [1] objected to under 37 CFR 1.75(c) as being in improper
form because & multiple dependent claim [2]. See MPEP 608.01(n).
Accordingly, [3] bas ot been further treated on the merits.

Ezaminer’s Note:

1. Inbrnkulm:eﬂ“shonldnfermoﬂmchmsmthedmmve
only”, and/or, “cannot depend from eny other multiple dependent
claim".

3. Use this peragraph rather than 35 U.S.C. 112, fifth paragraph.

3. In bracket 3, insert “the cleim has" or “these claimsa bave".

Assume each claim example given below is from a different
application.

ACCEPTABLE MULTIPLE DEPENDENT CLAIM
WORDING

Chaim S. A gadget according to claims 3 or 4, further
COMPLiSing---

Claim §. A gadget as in any one of the preceding claims, in
which «--

Claim 3. A gadget as in either claim 1 or claim 2, further
COMPTISInG -

Claim 4. A gadget as in claim 2 or 3, fusther comprising -

Claim 16. A gadget as in claims 1, 7, 12 or 15, further

COmPESInG -
Claim 5. A gadgetas inany of the peeceding claims, in which
Rev. 14, Nov. 1992

Claim 11, A gadget as in any one of claims 1, 2 or 7-10
inclusive, in which <

UNACCEPTABLE MULTIPLE DEPENDENT CLAIM

C’Iams Agadguaocmdmngmchmsmdd further
COMPEISing «--

Claim 9. A gadget accoeding to claims 1-3, in which -

Claim 9. A gadget as in claims 1 or 2 and 7 or 8, which ---

Claim 6. A gadget as in the preceding claims in which ---

Claim 6. A gadget as in claims 1, 2, 3, 4 and/oe 5, in which

Claim 10. A gadget as in claims 1-3 or 7-9, in which -~

Claim 3. Agadgetasmmythefollomngchms,mwm

Claim 5. A gadget as in either claim 6 or claim 8, in which

Claun9Agadgetasmclamlor4madebythepmoessof
claims 5, 6, 7, or 8, in which -

Clanns AgadgetasmclannS(clmmStsamlﬂmh
dependent claim) or claim 7, in which --

>35 U.S.C.<* 112 indicates that the limitations oc elements
of each claim incosporated by reference into a multiple depend-
ent claim must be considered separately. Thus, a multiple
dependent claim, as such, does not contain all the limitations of
all the altemative claims to which it refers, but rather contains
in any one embodiment only those limitations of the particular
claim refesred to for the embodiment under counsideration.
Hence, a multiple dependent claim must be considered in the
same manner as a plurality of single dependent claims.

Restriction Practice

For restriction pusposes, cach embodiment of a multiple
dependent claim >is considered< in the same mannes as asingle
dependent claim. Therefore, restriction may be required be-
tween the embodiments of & multiple dependent claim. Also,
some embodiments of a multiple dependent claim may be beld
withdrawn while other embodiments are considered on theis
mesis.

Handling of Multiple Dependent Claims
by the Application *>Branch<
The Application Division is responsible for verifying whether
multiple dependent claims filed with the application are in
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peoper alternative form, that they depend oaly upoa prioe
independent >or<® single dependent claims and also foe calcu-
lating the amount of the filing fee. A new form, PTO-1360, has
been designed to be used in conjunction with the current fee
calculation form PTO-875.

Handling of Multiple Dependent Claims
by the Examining Group Clerical Staff

The examining group clerical staff is responsible for verifying
compliance with the statute and rules of multiple dependent
claims added by amendment and for calculating the amount of
any additional fees required. This calculation should be per-
formed on fosm PTO-1360.

There is no need for a group clerk 1o check the accuracy of
the initial filing fee since this has already beern verified by the
Application *>Branch< when granting the fiiing date.

If a multiple dependent claim (or claims) is added in an
. amendment without the proper fee, either by adding references

toprior claims or by adding a new multiple dependent claim, the
amendment should not be entered until the fee has been re-
ceived. In view of the requirements for multiple dependent
claims, no amendment containing new claims or changing the
dependency of claims should be entered before checking
whether the paid fees cover the costs of the amended claims. The
applicant, or his of ber attorney or agent, should be coatacted
pay the addidonal fee **. Where a letter is writien in >an<
insufficient fee situation, acopy of the multiple dependent claim
fee calculation form PTO-1360 should be included for
applicant’s information.

If an application filed prior to October 1, 1982 is amended
onor after October 1, 1982 to include a proper multiple depend-
ent claim for the first time, the fee set forth in § 1.16(d) must be
paid.

If such an application contained aproper multiple dependent
claim prior to Octcber 1, 1982, the fee set forth in § 1.16(d) does

. not apply.

Where the group clerk notes that the reference (o the prior
claims is improper in an added or amended multiple dependent
claim, a notation should be made in the left margin next to the
claim itself and the number 1, which is inseried in the “Dep.
Claim” column of that amendment on form PTO-1360, should
be circled in order to call this matier to the examiner’s atieation.

Handling of >Multiple <Dependens Claims by the Examiner

Should any multiple dependent claim be in an application
filed peior to January 24, 1978 or include a claim association or
claim structure >that<® violates any of the prohibitions, the
claim should be objected w as not being in proper form as
required by 37 CFR 1.75 in the next Office action. Such an
improper claim need not be further treated on the merits.

Public Law 94-131, the implementing legislation for the
Patent Cooperation Treaty amended 35 U.S.C. 112 o state that
“a claim in dependem form shall contain a reference 1 a claim

previously set forth.” The requirement to refer t a previous
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should normally be objected ¢o and not treated on the merits.

However, in situations where a claim refess to anumerically
following claim and the dependency is clear, both as presented
and as it will be renumbered at issue, all claims should be
examined on the merits 2nd no objection as o form need be
made. In such cases, the examiner will retuniber the claims into
proper ordes atthe time the application is allowed. (Seeexample
B, below).

Any unusual problems should be brought to the supervisoe's
attention.

Example A

(Claims 4 and 6 should be objected to as not being under-
stood and should not be treated on the merits)

1. Independent

2. Dependent on claim 5

3. Dependent on claim 2

4.“. .. as in any preceding claim”

5. Independent

- 6. Dependent on claim 4

Example B

NOTE: Pareathetical numerals represent the claim number-
ing for issue should all claims be allowed.

(Al claims should be examined.)

1. (1) Independent

2. (5) Dependent on claim S (4)

3. (2) Dependent on claim 1 (1)

4. (3) Dependent on claim 3 (2)

S. (4) Dependent on either claim 1 (1) or claim 3 (2)

The following practice is followed by patent examiners
when making reference o a dependent claim — either singular
or multiple:

1. When identifying a singular dependent claim which does
wot include a reference to a multiple dependent claim, either
directly or indirectly, refesence should be made only to the
number of the dependent claim.

2. When identifying the embodiments included within a
multiple dependent claim, or a singular dependent claim which
includes a reference to a multiple dependent claim, either
directly or indirectly, each embodiment should be identified by
using the number of the claims involved, stasting with the
highest, o the extent necessary 0 specifically identify each
embodiment.

3. When all embodiments included within a multiple de-
peadent claim or a singular dependent claim which includes a
reference o & multiple dependent claim, either direcily or
indirectly, are subject o a common rejection, objection or
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requirement, reference may be made only (o the number of the
dependent claim,

The following table illustrates the cument practice where
each embodimentof each claim must be treated on an individual
basis:

Claim No. Claim dependency Identification
All claims Approved
peactice
i Independent i t
p] Depends from 1 an 2
3 Depends from 2 3an 3
4 Depends from2 or 3 42N 442
43121 43
5 Depends from 3 583/241 §
6 Depends from 2,3 oz § 6/2Nn 672
6/3/2% 63
6451344 6/5
7 Depends from 6 THefN 7612
T3 163
7168513721 74645

When all embodiments in a multiple dependent claim sit-
ation {(claims 4, 6 and 7 above) are subject © a common
rejection, objection or requirements, reference may be made *
to the number of the individual dependent claim >only<. For
example, if 4/2 and 4/3 were subject to a common ground of
rejection, reference should be made only to claim 4 in the
statement of that rejection.

The provisions of 35 U.S.C.132 require that each Office
action make it explicitly clear what rejection, objection and/or
requirement is applied o each claim embodiment.

Calculation of Fees When Multiple Dependent Claims Are
Presented, Use of Form PTO-1360

To assist in the computation of the fees for multiple depend-
ent claims, a separate “Multiple Dependent Claim Fee Calcula-
tion Sheet,” form PTO-1360, has been designed for use with the
current “Patent Application Fee Determination Record™, form
PTO-875. Form PTO-1360 will be placed in the file wrapper by
the Application *>Branch< where multiple dependent claims
are in the application as filed. If muliple dependent claims are
not included upon filing, but are latdr added by amendment, the
examining group clerical staff will place the form in the file
wrapper. If there are multiple dependent claims in the applica-
tion, the total number of independent and dependent claims for
fee purposes will be calculated oa form PTO-1360 and the totsl
pumber of claims and number of independent claims is then
placed oa form PTO-87S for final fee calculation pusposes.®*

Calculating Fees for Multiple Dependent Claims
Proper Multiple Dependent Claim

Section 41(a) of title 35, U.S.C., provides that claims in
proper multiple dependent form may not be considered as single
dependent claims for the purpose of calculating fees. Thus, a
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Improper Multiple Dependens Claim

If any multiple dependent claim is improper, Application
*>Branche may indicate that fact by placing an eacircled
numeral “1” in the “Dep. Claims” column of form PTO-1360.
The fee for any improper multiple dependent claim, whether it
is defective for either not being in the altemative form or for
being directly or indirectly dependent on a price multiple
dependent claim, will only be one, since only an objection to the
form of such aclaim will normally be made. This procedure also
greaty simplifies the calculation of fees. Any claim depending
from an improper multiple dependent claim will also be consid-
ered to be improper and be counted as one dependent claim.

Fee calculation example

Claim No. Ind.  Dep.
L. Independent 1

2. Dependent on claim 1 i
3. Depeadent on claim 2 1
4. Dependent on cleim 2 er 3 2
5. Dependent on claim 4 2
6.  Dependentoncleim § 2
7. Dependeat on clsim 4, 5 or 6 0]
8.  Dependentonclaim 7 Q)
9. Independent 1

10. Dependent o claim L 0r 9 2
11.  Dependent on cleims 1 and 9 )]

Total 2 13

Comuments on Fee Calculation Example

Claim | — This is an independent claim; therefore, a
numeral “1" is placed opposite claim number 1 in the “Ind.”
colenn.

Claim 2 — Since this is a claim dependent on a single
independent claim, a pumeral “1" is placed opposite claim
number 2 of the “Dep.” column.

Claim 3 — Claim 3 is also a single dependent claim, so a
numeral “1" is placed in the “Dep.” colummn.

Claim ¢ — Claim 4 is a proper multiple dependent claim. It
refers directly to two claims in the alternative, namely, claim 2
or 3. Therefore, anumeral “2” windicate direct reference wtwo
claims is placed in the “Dep.” column opposite claim number 4.

Claim § — This claim is a singularly dependent claim
depending from amultiple dependent claim. For fee calculstion
purposes, such aclaim is counted as being thatnamber of claims
o which direct reference is made in the multiple dependent
claim from which it depends. In this case, the multiple depend-
ent claira number 4 it depends from counts as 2 claims; there-
fore, claim § also counts as 2 claims. Accordingly, anemeral “2"
is placed opposite claim wumber S in the “Dep.” column.

Claim 6 — Claim 6 depends indirectly from a multiple
dependentclaim4. Since claim 4 counts as 2 claims, claim Galso
counts as 2 dependent claims. Consequently, a numeral “2” is
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placed in the “Dep.” column after claim 6.

Claim 7 - This claim is a multiple depender
refers to claims 4, § or 6, mew.mmbembyma

the “2" in the “Dep.” column opposite claim 4, claim 7 depends
from a multiple dependent claim. This practice is improper
under 35 U.S.C. 112 and >37 CFR<* 1.75(c). Following the
procedure for calculating fees for improper multiple dependent
claims, a numeral “1" is placed in the “Dep.” column with a
circle drawn around it to alert the examiner that the claim is
impeoper.

Claim 8 — Claim 8 is improper since it depends from an
improper claim. If the base claim is in erroe, this error cannot be
corrected by adding additional claims depeading (herefrom.
Therefore, a numesal “1" with a circle around it is placed in the
“Dep.” column.

Claim 9 — Here again we have an independent claim which
is always indicated with a numeral “1” in the “Ind.” column
opposite the claim number.

Claim 10— This claim refers to two independent claims in
the alternative. A numeral “2" is therefore placed in the “Dep.”
column opposite claim 10.

Claim 11 — Claim 11 is a dependent claim which refers to
two claims in the conjunctive (“1 and 9") rather than in the
alternative (*1 or 9™). This form is improper under 35 U.S.C.
112 and >37 CFR<* 1.75(c). Accordingly, since claim 11 is
improper, an encircled number “1” is placed in the “Dep.”
column opposite Claim 11.

Calculation of Filing Fee >involving Dependent Claims<

Afier the number of “Ind.” and “Dep.” claims are noted on
form PT0O-1360, each column is added. In this example, there
are 2 independent claims and 13 dependent claims or a total of
15 claims. The number of independent and total claims can then
be placed on form PTO-875 and the fee calculated.

STREATMENT OF IMPROPER DEPENDENT CLAIMS<

The initial determination, for fee purposes, as to whether a
claim is dependent must be made by persons other than exam-
iners; it is mecessary, at that time, 0 accept as dependent
virtually every claim which refers to another claim, without
determining whether there is actually & true dependent relation-
ship. *>The initial<acceptance >of & claim as a dependent
claim< does not, however, preclude a subsequent bolding by the
examiner thet a claim is not & proper dependent claim. Any
claim which is in dependent form but which is so woeded thatit,
in fact is not, as for example it does not include every limitation
of the claim on which it depends, will be required tobe canceled
as not being a proper dependent claim; and cancellation of any
further claim depending on such a dependent claim will be
similacly required. The applicant may thereupon amend the
claims to place them in proper dependent form, or may redraft
them as independeat claims, upon payment of any necessary
additonal fee.
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thing which would not also infringe the basic claim.

>A dependent claim does not back compliance
U.S.C. 112, fousth paragraph, simply because there is aquestion
s (o (1) the significance of the further limitation added by the
dependent claim, or (2) whether the further limitation in fact
changes the scope of the dependent claim from that of the claim
from which it depends. The test for a proper dependent claim
under the fourth paragraph of 35 U.S.C. 112 is whether the
dependent claim includes every limitation of the claim from
which itdepends. The testis notone of whether the clairns differ
in scope.<

Thus, for example, if claim 1 recites the combination of
elements A, B, C and D, a claim reciting the structure of claim
1in which D was omitted or replaced by E would not be aproper
dependent claim, even though it placed further limitations on
the remaining clements or added still other elements.

Examiners are reminded that a dependent claim is directed
to a combination including everything recited in (he base claim
and whatis recited in the dependent claim. Itis this combination
that must be compared with the peior ast, exactly as if it were
presented as one independent claim.

‘The fact that a dependent claim which is otherwise proper
might >relate to a separate invention which would< require a
sepagate search or be separately classified from the claim on
which it depends would not render it an impeoper dependent
claim, although it might result in a requirement for restriction.

The fact that the independent and dependent claims are in
different statntory classes does not, in itself, render the latter
improper. Thus, if claim 1 recites a specific product, aclaim for
the method of making the product of claim 1 in a particular
manner would be aproper dependent claim since it could not be
infringed withoutinfringing claim 1. Similasly, if claim 1 recites
amethod of making a product, aclaim for a product made by the
method of claim 1 could be a proper dependent claim. On the
other hand, if claim 1 recites a method of making a specified
prodact, aclaim o the product set forth in claim 1 would not be
a proper dependent claim if the product might be made in other
ways. Note, that since >37 CFR<* 1.75(c) requires the depend-
ent claim o further limit & preceding claim, this rule does not
agply to product-by-process claims.

CLAIM FORM AND ARRANGEMENT

A singular dependent claim 2 could read us follows:

2. The product of claim 1 in which. . .

A series of singulsr dependent claims is permissible in
which a dependent claim refess t a preceding claim which, in

tura, refers to another preceding claim.

A claim which depends from a dependent claim should not
be separated therefrom by any claim which does notalso depend
from said “dependent” claim. It should be kept in mind that a
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dependent claim may refer back to any preceding independens
claim. These are are the only restrictions with respect (o the
sequence of claims and, in general, applicant’s sequence should
not be changed. See >MPEP< § 608.01(). Applicant may be so
advised by using Form Paragraph 6.18.

§6.18 Series of Singular Dependent Claims

A series of singular dependent claims is permissible in which a
dependent claim refers to a preceding claim which, in tum, refers to
another preceding claim.

A claim which depends from & dependent claim should not be
separated by any claim which does not elso depend from said depend-
ent claim. It should be kept in mind that & dependent claim may refer
to any preceding independent claim. In general, epplicant’s sequence
will not be changed. See § 608.01(n) MPEP.

The numbering of dependent claims and the numbers of
preceding claims referred to in dependent claims should be
carefully checked when claims are renumbered upoa allow-
ance.

REJECTION AND OBJECTION

If the base claim has been cancelled, a claim which is
directly or indirectly dependent thereon should be rejected as
incomplete. If the base claim is rejected, the dependent claim
should be objected to rather than rejected, if it is otherwise
allowable.

Form Paragraph 7.43 can be used to state the objection.

§ 7.43 Objection to Claims, Allowable Subject Matter

Claim [1] objected to a3 being dependent upon a rejected base
claim, but would be allowable if rewritten in independent form includ-
ing all of the lisnitations of the base cleim and any intervening cleims.

608.01(c) Basis for Claim Terminology
in Description [R-14]

The meaning of every terin used in any of the claims should
be apparent from the descriptive portion of the specification
with clear disclosure as to its import, and in mechanical cases it
should be identified in the descriptive postion of the specifica-
tion by reference to the drawing, designating the part or parts
therein to which the term applies. A term used in the claims may
begnvenaspecxalmemmgmlhedumpm No tzrin may be
given a meaning repugnant to the ususl meaning of the term.

Usually the terminology of the original claims follows the
nomenclature of the specification, but sometimes in amending
the claims o in adding new claims, new terms are introduced
that do not appear in the specification. The use of a confusing
variety of terms foe the same thing should not be permitied.

New claims and amendments o the claims already in the
case should be scrutinized not only for new matter but also for
new terminology. While an applicant is not limited w the
nomenclature used in the application as filed, yet whenever by
amendment of his claims, he or she departs therefrom, he or she
should make appeopriate amendment of the specification so as
to have therein clear support or antecedent basis for tie new
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§ 744 Claimed Subject Matter mot in Specification

‘The specification is objected to ez failing ® provide proper anlece-
deat basis for the claimed subject metter. See 37 CFR 1.75(d)(1) and
MPEP 608.01(0). Cormrection of the following is required: [1)

608.01(p) Completeness [R-8]

Newly filed applications obviously failing to disclose an
invention with the clarity required are discussed in >MPEP< §
702.01.

A disclosure in an application, (0 be complete, must contain
such description and details as toenable any person skilledin the
artor science to which the invention pertains to make and use the
invention as of its filing date, In re Glass, 181 USPQ 31; 492
F.2d 1228 (CCPA 1974).

While the prior art setting may be meationed in general
terms, the essential novelty, the essence of the invention, must
be described in such details, including proportions and tech-
nigues where necessagy, 28 W enable those persons skilled inthe
art to make and utilize the invention.

Specific operative embodiments or examples of the inven-
tion must be set forth. Examples and description should be of
sufficient scope as o justify the scope of the claims. Markush
claims must be provided with suppost in the disclosure for each
member of the Markush group. Where the constitution and
formula of a chemical compound is stated oanly as a probability
or speculation, the disclosure is not sufficient to suppoct claims
identifying the compound by such composition or formuls.

A complete disclosure should include a statement of utility.
This usually preseats no peroblem in mechanical cases. In
chemical cases, varying degrees of specificity are required.

A disclosure involving a new chemical compound or com-
position must teach persons skilled in the art bow to make the
compound or composition. Incomplete teachings may not be
completed by reference to subsequently filed applications.

A. GUIDELINES FOR CONSIDERING DISCLOSURES
OF UTILITY IN DRUG CASES

General

These guidelines are set down o provide uniform handling
of applications disclosing drug or pharmaceutical utility. They
are intended to guide patent examiners and patent applicants as
to criteria for wility statements. They deal with fendamental
questions and are subject o revision and amendment if future
case law indicates this to be necessary.

The following two basic principles shall be followed in
considering maiters relating o the adequacy of disclosure of
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utility in drug cases:

(1) The same basic principles of patent law which apply in
the field of chemical arts shall be applicable (o dsugs, and

(2) The Patent and Trademark Office shall confine its
examination of disclosure of utility to the application of patemt
law principles, recognizing that other agencies of the Govern-
ment have been assigned the respoasibility of assuring con-
formance to the standards established by statute for the adver-
tisement, use, sale or distribution of drugs. In re Krimmel, 48
CCPA 1116, 292F.2d 948, 130 USPQ 215 (1961); In re Hartop
et al., SO CCPA 780, 311 F.2d 249, 135 USPQ 419 (1962).

A drug is defined by 21 U.S.C. 321(g)

The term “drug” means (A) articles recognized in the
official United States Pharmacopeia, official Homeopathic
Pharmacopeia of the United States, or official National
Formulary, or any supplement to any of them; and (B)
articles intended for use in the diagnosis, cure, mitigation,
treatment, or prevention of disease in man or other animals;
and (C) articles (other than food) intended to affect the
structwre or any function of the body of man of other
animals; and (D) articles intended for use as a comnponent
of any articles specified in clause (A), (B) or (C); but does
not include devices or their components, parts, OF 380CESSo-
ries.

In addition, compositions adapted to be applicd to or used by
human beings, e.g., cosmetics, dentifrices, mouthwashes, etc.,
may be treated in the same manner as drugs subject to the
couditions stated.

Any proof of a stated utility or safety required pursuant ©
these guidelines may be incorporated in the application as filed,
or may be subsequently submitied by affidavit if and when
required. The Patent and Trademark Office, in reaching itsown
independent decisions on questions of utility and how 0 use
under 35U.S.C. 101 and 112, **>may< avail itself of assistance
and information frod the Secretary of Health and Human
Services as authorized by 21 U.S.C. 372(b), when necessary.

°  Inaccordance with the basic principles set forth above, the
following procedures shall be followed in examining patent
applications in the drug field with regard to disclosures relating
to wtlity.

35U.SC. 101

Utility must be definite and in currently available form;
(Brenner v. Manson, 383 U.S. 519, 148 USPQ 689) not merely
for further investigation or research but commercial availability
is not necessary. Mege assertions such a8 “therapeutic agents,”
{In re Lovenz et al., 49 CCPA 1227, 305 F.24d 875, 134 USPQ
312; cf. Ex parte Broclkmann et al., 127 USPQ 57) “for pharna-
ceutical purposes,” (In re Diedrich, 50 CCPA 1355, 318 F.2d
946, 138 USPQ 128) “biclogical activity,” (In re Kirk etal., 54
CCPA 1119, 153 USPQ 48; Ex parte Lanham, 135 USPQ 106)

“intermediate,” (In re Joly et al., 54 CCPA 1159, 153 USPQ4S;
Inre Kirk et al., 54 CCPA 1119; 153 USPQ 48) and for making
further unspecified preparations are regarded as insufficient.

If the asserted utility of acompound is believable on its face
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m(lunmm MC@A 1524, 154 USPQ 92). On the
other band, incredible statements (/n re Citron, 51 CCPA 852,
325F.24 248, 139 Usmsw.lumommger. 28CCPA T4,
115 F.2d 826, 47 USPQ 458; Ex parte Moore es al., 128 USPQ
8) or statements deemed unlikely o be correct by one skilled in
the art (In re Ruskin, 53 CCPA 872, 354 F.2d 395, 148 USPQ
221; In re Pottier, 54 CCPA 1293, 153 USPQ 407, In re Novak
et al., 49 CCPA 1283, 306 F.24 924, 134 USPQ 335. See also,
Inre Irons, 52 CCPA 938, 340 F.2d 974, 144 USPQ 351) >:Ex
Parte Busse, 1 USPQ 24 1908<)in view of the contemporary
knowledge in the art willl require adequate puoof on the part of
applicants for patents.

Proof of utility under this section may be established by
clinical or in vive ot in vitro data, or combinations of these,
which would be coavincing to those skilled in the ant (In 7e
frons, 52 CCPA 938, 340 F.2d 924, 144 USPQ 351; Ex parte
Paschall, 88 USPQ 131; Ex parte Pennell es al., 99 USPQ 56;
Exparte Ferguson, 117USPQ229; Exparte Timumis, 123USPQ
581) >; Ex Parte Krepelka, 231 USPQ 746 PO Bd. Pa App. &
Inter. 1986), Ex Parte Chwang, 231 USPQ 751 (PO Bd. Pa App.
& Inter. 1986<). More particularly, if the utility relied on is
directed solely  the treatment of bumans, evidence of utility,
if required, must generally be clinical evidence. (Ex parte
Timmis, 123 USPQ 581) although animal tests may be adequate
where the art would accept these as appropriately cosrelated
with human wtility (In re Hartop et al., SO0 CCPA 780,311 F.2d
249, 135 USPQ 419; Ex parte Murphy, 134 USPQ 134) >or
where animal tests are coupled with other evidence, including
clinical evidence and a structural similarity to compounds
marketed commercially for the same indicated uses, (In re
Jolles, 628 F2d 1322, 206 USPQ 885 (CCPA 1980))<. If there
isnoassertion of humnan utility, (Blicke v. Treves, 44 CCPA 753,
241 F.2d 718, 112 USPQ 472; In re Krimmel, 48 CCPA 1116,
292 F.2d 948, 130 USPQ 2185; In re Dodson, 48 CCPA 1125,
292 F.24 943, 130 USPQ 224; In re Hitchings, 52 CCPA 1141,
342 F.2d 80, 144 USPQ 637) o if there is an assertion of animal
utility, (In re Bergel et al., 48 CCPA 1102, 292 F.2d 958, 130
USPQ 2086; Ex parte Melvin, 155 USPQ 47) opesativeness for
use on standard test animals is adeguate for patent purposes.

>The Court in Nelson v. Bowley, 626 F24 853, 206 USPQ
881 (1980) stated that knowledge of pharmacological activity of
any compound is obviously beneficial (o the public and con-
cluded that adequate proof of any such utility constitutes a
showing of practical wiility., Where the disclosed in vitroutility
is supplemented by the similar in vitro and in vivo pharmacol-
ogical activity of structurally similar compounds, the in vitro
utility is sufficient to comply with the practical wiility require-
mentof35U.S.C. 101. Crossv. lizuka, 224 USPQ 739 (Fed. Cir.
1985).<

Exceptions exist with respect to the general rule relating to
the weatment of humans. For example, compositions whose
peopesties are generally peredictable from a knowledge of their
components, such as laxatives, antacids and certain topical
preparations, require litde or no clinical proof (Ex parte Harri-
Rev. 14, Nov. 1952
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son et al.,129 USPQ 172; Ex parte Lewin, 140 USPQ 70).

Although absolute safety is not necessary to meet the utility
requiremnent under this section, a drug which is not sufficiently
safe under the conditions of use for which it is said be be
ewective will not satisfy the utility requirement (In re Hartop et
al.. 50CCPA 780, 311 F.2d 249, 135 USPQ419; In re Anthony,
162 USPQ 594 (CCPA 1969); In re Watson, 186 USPQ 11
(CCPA 1975)). Proof of safety shall be required only in those
cases where adequate reasons can be advanced by the examiner
for believing that the dsug is unsafe, and shall be accepted if it
establishes a reasonable probability of safety.

35US.C 112

A mere statementof utility for pharmacological or chemoth-
erapeutic purposes may raise a question of compliance with >35
U.S.C. <* 112, particularly “. . . as to enable any person skilled
in the artto which it pertains . . . to use the same.” If the statement
of utility contains within it a connotation of bow to use, and/or
the art recognizes that standard modes of administration are
contemplated, »>35 U.S.C. <* 112 is satisfied (In re Johnson, 48
CCPA 733,282F.2d 370, 127 USPQ 216; Inre Hitchings et al.,
52 CCPA 1141, 342 F.2d 80, 144 USPQ 637). If the use
disclosed is of such nature that the art is unaware of successful
treagments with chemically analogous compounds, a moge cou-
plete statement of bow to use must be supplied than if such
analogy were not present (In re Mourea et al., 52 CCPA 1363,
345 F.2d 598, 145 USKQ 452; In re Schmids et al., 54 CCPA
1577, 153 USPQ 640). It is not necessary to specify the dosage
or method of use if it is obvious to one skilled in the art that such
information could be obtained without undue experimentation.

With respect to the adequacy of disclosure that a claimed
genus possesses an asseried uility representative examples
together with a statement applicable (o the genus as a whole will
ordinarily be sufficient if it would be deemed likely by one
skilled in the art, in view of contemporary knowledge in the art,
that the claimed genus would possess the asserted utility (/n re
Oppenauer, 31 CCPA 1248, 143 F.2d 974, 62 USPQ 297; In re
Cavallito esal., 48 CCPA 711, 282F.2d 357, 127 USPQ 202; In
re Cavallito et al., 48 CCPA 720, 282 F.24 363, 127 USPQ 206;
In re Schmids, 48 CCPA 1140, 293 F 2d 274, 130 USPQ404; in
re Cavallito , 49 CCPA 1335, 306 F.2d 505, 134 USPQ 370, In
re Surrey, 54 CCPA 858, 370 F.2d 349, 151 USPQ 724; In re
Lund et al., 54 CCPA 1361, 153 USPQ 625 >< In re Jolles, 628
F.2d 1322, 206 USPQ 235 (CCPA 1980)<). Proof of wtility will
be required for other members of the claimed genus oaly in
those cases where adequate reasons can be advanced by the
examiner for believing that the genus as a whole does not
possess the asserted utility. Conversely, a sufficient numbes of
representative exampiles, if disclosed in the prior art will consti-
tute a disclosure of the genus to which they belong.

In the case of mixtures including a drug as an ingredient, or
mixtures which are drugs, or methods of treating a specific
condition with a drug, whether old or new, a specific example
should ordinarily be set forth, which should include the organ-
ism treated. In appropriate cases, such an example may be
inferred from the disclosure taken as a whole and/or the knowl-
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contemporasy knowledge of the ant. Failure to meet these
standagds may result in arequi to cancel such additional
utilities (Ex parte Lanhan, 121 USPQ 223; Ex parte Moore et
al., 128 USPQ8; Inre Citron, 51 CCPA 852, 325F .24 248, 139
USPQ 516; In re Goutlieb et al., 51 CCPA 1114, 328 F.24 1016,
140USPQ 665>, In re Hozumi, 226 USPQ 353 (Dis. Group 120,
19835)<).

B. INCORPORATION BY REFERENCE

An application as filed must be complete in itself in order to
comply with 35 U.S.C. 112; however this does not bar incompo-
ration by reference. Ex parte Schwarze, 151 USPQ 426 (Bd. of
Appeals, 1966). An application for a patent when filed may
incorporate “essential material”™ by reference to (1) a United
States patent or (2) an allowed U.S. application, subject to the
conditions set forth below. “Essential material” is defined as
that which is necessary to (1) support the claims, or (2) for
adequate disclosure of the inveation (35 U.S.C. 112). “Essential
material” may not be incorporated by reference to (1) patents or
applications published by foreign countries or regional patent
offices, to (2) non-patent publications, to (3) a U.S. patent or
application which itself incorporates “essential material” by
reference or 0 (4) a foreign application. See In re Fouche, 169
USPQ 429; 439 F.2d 1237 (CCPA 1971).

Nonessential subject matter may be incorporated by refer-
ence to (1) patents or application published by the United States
or foreign countries or regional patent offices, (2) prior filed,
commonly owned U.S. applications or (3) non-patent publica-
tions, for purposes of indicating the background of the inveation
or illustrating the state of the art.

The referencing application must include (1) an abstract, (2)
2 brief summary of the invention, (3) an identification of the
referenced patent or application, (4) at least one view in the
drawing in those applications admitting of a drawing, and (5)
one or more claims. Pasticular attention should be directed to
specific portions of the referenced patent of application.

Complete Disclosure Filed

If an application is filed with a complete disclosure, essential
material may be cancelled by unendment and the same material
substituted by reference 0 a patent or a peading and commonly
owned allowed application in which the issue fee has been paid.
The amendment must be accompanied by an affidavit or decla-
ration executed by the applicant orhis >orher< attoraey or agent
stating that the material cancelled from the application is the
same material that has been incorporated by reference.
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Issue Fee Paid

Ifan incorporates essential material by reference
t0aU.S. patentor a pending and commonly owned allowed U.S,
application for which the issue fee has been paid, applicant will
be required prior to examination o furnish the Patent and
Trademark Office with a copy of the referenced material to-
gether with an affidavit or declaration executed by the applicant
or his>or her< attorney or agent stating that the copy coasists of
the same material incorporated by reference in the referencing
application. However, if a copy of a printed U.S. patent is
furnished, no affidavit or declaration is required.

Issue Fee Not Paid

If an application incorporates essential material by refer-
ence to a pending and commonly owned application other than
one in issue with the fee paid, applicant will be required prior to
examination to amend the disclosure of the referencing applica-
tion to include the material incorporated by refecence. The
amendment must be accompanied by an affidavit or declaration
executed by the applicant or his >or ber< attorney or agent
stating the the amendatory material consists of the same mate-
rial incorporated by reference in the referencing application.

Improper Incorporation

The filing date of any application wherein essential material
is improperly incoeporated by reference to a foreign application
o patent of to a publication will not be affected because of the
presence of such reference. In such a case, the applicant will be
required to amend the disclosure to include the material incor-
porated by reference.*®

§ 6.19 Incorporation by Reference, Foreign Patent or Application
The incorporation of essential materisl by reference 1 a foreign
application or foreigr patent or to a publication inserted in (be specifi-
_ cation is impropee. Applicant is requived to amend the disclosure W
include the material incorporated by reference. The amendment muat
be sccompanied by an affidavit or declaration executed by the appli-
cent, oz applicant’s attormey or agent, sating thet the amendatory
materiel consists of the same material by reference in the
referencing application. In re Hawking, 446 F. 2d 569, 179 USPQ 157,
In re Hawking, 486 F. 2d $79, 179 USPQ 163; In re Hewkins, 486 F.
24 577, 179 USPQ 167. -

§6.19.1 Improper Incorporation by Reference

The attempt to incorporate subject matter into this epplication by
reference to [ 1) is improper because [2]

Ezaminer Note:

1. In bracket 1, identify the document such &s e serial or pelsnt
number or other identification.

2. In bruckst 2, give the veasor why & is improper.

‘The amendment must be accompanied by an affidavit or
declaration executed by the applicant, or his >or ber< sftoruey
ot agent, stating that the amendatory material consists of the
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of completing the disclosure. See In re Fried et all., 141 USPQ
27, 51 CCPA 1118 (1964), and General Electric Company v.
Brenner, 407 F. 2d 1258 159 USPQ 335 (CADC 1968).

Since a disclosure must be complete as of Ge filing date,
subsequent publications or subsequently filed applications can-
not be relied upon (o establish a constructive reduction
practice.

C. DEPOSIT OF MICROORGANISMS
>OR OTHER BIOLOGICAL MATERIAL<

Some inventions which are the subjectof patent applications
depend on the use of microorganisms >or other biological
materisle which must be described in the specification in
accordance with 35 U.S.C. 112, No problem exists when the
microorganisms >or other biological materisle used arekmown
and readily available to the public. When the invention depends
on the use of a microorganism>or other biological material<
which is not so known and readily availsble, applicants must
take additional steps to comply with the requirements of >35
US.C<* 112

In re Argoudelis, et al., 168 USPQ 99 (CCPA, 1970),
accepied a procedure for meeting the requirements of 35 US.C.
112. Accordingly, the Patent and Trademark Office will accept
the following as complying with the requirements of >35
U.S.C.<* 112 for an adequate disclosure of the microorganism
>0¢ other biological materiale required to camry out the inven-
tion:

(1) the applicant no later than the effective filing date of the
application has made adepositof aculture of the microorganism
>or other biological material< ina depository affording perma-
nence of the deposit and ready accessibility thereto by the public
if a patent is granted, under condidons which assure (2) that
access 10 the culture will be available during pendency of the
patent application 1 one determined by the Commissioner to be
entitled thereto under 37 CFR 1.14 and 35 US.C. 122, and (b)
that all restrictions on the availability to the public of the culture
80 deposited will be irrevocably removed upon the granting of
the patent;

(2) such depositis referred to in the body of the specification
as filed and is identified by deposit number, name and address
of the depository, and the taxonomic description to the extent
available is included in the specification; and

(3) the applicant or bis assigns has provided assurance of
permanent availability of the culture to the public through a
depository meeting the requirements o (1), Such assursnce may
ummmummmdetu%mbydecmbym
applicant to this effect.

>The Puent @ad Trademark Office will also accept the
depositof asuitable microorganism or other biological material
made after the effective U S. filing date of the application 50
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long as the microorganism or other biological material is iden-
tified in the application as filed and a suitable deposit is made
befose the patent is granted, In re Lundak, 227 USPQ 90 (Fed.
Cur. 1988), Unlesswplkmmvwewmewdmm

ances that a suitable deposit will be made in circumstances
where uisconsidmdwbemwybymeexmm.m
examiner will make and maintain an appropriate rejection until
a deposit is made, appropriate written assurances are provided,
oritis determined that no deposit is required. Where appeopriate
written assurances are given, but no deposit bas been made, the
examiner will make a requirement that a suitable deposit be
made at the time of mailing the Notice of Allowance and Issue
Fee Due, setting a time period for making the deposit, As noted
in Ludack, an appropriate amendment to a pending application
to identify the depository affording permanence (0 the deposit
and the accession number for the deposit would not constitute
new matter.

The requirement that applicants or their assigns provide
assurances of perinanent availability of the deposit is satisfied
if the deposuory is contractvally obligated to store the deposit
for a reasonable time afier expiration of the eaforceable life of
the patent. The Office will not insist on any pasticular period
after expiration of the enfoeceable life of the patent. The en-
forceable life of the patent for this purpose is considered to be
the original term of seventeen years plus six (6) years to cover
the statute of limitations. Any deposit which is made under the
Budapest Treaty will be for a term acceptable to the Office,
unless the thirty years from the date of deposit will expire before
the end of the enforceable life of the patent. With this one
exception, any deposit made under the Budapest Treaty will
meet all of the requirements for a suitable deposit except that
assurances must also be provided that all restrictions on the
availability to the public of the deposited microosganism o¢
other biological material will be irrevocably removed upon the
granting of the patent.< © |

A copy of the applicant’s contract with the depository may
be required by the examiner to be made of record as evidence of
making the culture available under the conditions stated above.

D. SIMULATED OR PREDICTED TEST RESULTS OR
PROPHETIC EXAMPLES

Simulated or predicted test results and prophetical examples
(paper examples) are permitied in patent applications. Working
examples cosrespond 0 work actuslly performed and may
describe tests which have actually been conducted and results
that were achieved. Paper examples describe the mannes and
process of making an embodiment of the inveation which has
not actually been conducted. Paper examples should not be
represented as wosk actually done. No results should be repre-
sented as actual results unless they have actually been achieved.
Paper examples should not be described using the past tense.

NOTE. — For problems arising from the designation of
materials by trademarks and (rade names, see >MPEP< §
608.01(v).
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exuminer may require the entire specification, including the claims, or

any past thegeof, to be rewritian. A substitate specification may notbe
accepled unless ithes boen required by the examineror unless tisclear
o the examines thet ecceplance of e subsiiane specification would
facilitate processing of the eppliceticn. Any substimte specification
filed must be eccompanied by a statsment thet the substituts specifice-
tica includes oo new matice. Such stelement munt be a verified
statement if made by & person not registered to practice before the
Office.

‘The specification is sometimes in such faulty Eoglish thata
new specification is necessary; in such instances a new specifi-
cation should be required.

Form Paragraph 6.28 may be used in >where the specifica-
tion is in faulty Englishe®®,

§6.28 Idiomatic English

A substitute specification in proper idiomatic English end in
complience with 37 CFR 1.52 (a and b) is required. The substitute
specification filed must be eccompanied by a statement that it contains
no hew matter. Such statement must be a verified statement if made by
& person not registered to practice before the Offics.

>FamlPatagmph 6.28.1 may be used to require a substitute
specification for reasons other than faulty English.

§6.28.1 Substitute Specificasion

A substitute specification is reguired because [1]. Tte substitute
specification filed must bs sccompanied by o statement thet it contsins
no new metter. Such statement must be & verified statement if made by
8 petuon not registered 1o prectice before the Office.

Ezeminer Nota:

1. In beacket 1, insext closr and concise examples of why & gew
speciflcation is vequired.

2. A new specificstion is required if the aumber or nature of the
amendments render it difficult to consider the case or to arenge the

pepers for printing or copying, 37 CFR 1.128.
3. See also form pesagraph 13.01 for partiel rewritien specifice.
tion.€

Under current practice, substitute specifications may be
voluntarily filed by the applicant if **> desired<. A substitute
specification will normally be accepied by the Office even ifit
bas not been required by the examiner, Substitute specifications
will be accepied if applicant submits therewith 8 “*marcked-up
copy *swhich shows< the portions of the original specification
which are being added and deleted and a statement that the
substitute specification includes uo new matter and that the
subatitute specification includes the same changes as are indi-
cated in the **s>marked-up copy of the< osiginal specificazion
>showing additions and deletions<. Such statement must be a

verified statement if made by a person act registered to practice
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before the Office. Additions should be indicated by unds
and deletions should be

However, any substitwe page of the specification, or entire
specification, filed must be accompanied by a **>a statement<
indicating that no new matter was included. >The statement
must be verified if made by a person not registered (o practice
before the Office.< There is no obligation on the examiner ©©
make a detailed comparison between the old and the new
specifications for determining whether or not new matier bas
been added. If, bowever, an examiner becomes aware that new
matter is present, objection thereto should be made.

The filing of a substitute specification ratber than amending
the original application has the advantage for applicants of
eliminating the need to prepare an amendment of the specifica-
tion. If word processing equipment is used by epplicamts,
substitute specifications can be easily prepared. The Office
receives the advantage of saving the time needed (o eater
‘amendments in the specification and a reduction in the number
of printing errors.

A substitute specification should normally be entered. See
>MPEP< § 714.20.

New matter in amendment, see >SMPEP< § 608.04.

Application prepared for issue, see >SMPEP< § 1302.02.

608.01(r) Derogatory Remarks About
Prior Art Specification

The applicant may refer to the general state of the artand the
advance thereover made by his or ber invention, butbe or she is
not permitied to make derogatory remarks concerning the
inventions of others. Derogatory remarks are statements dispas-
aging the products or processes of any pasticular person other
than the applicant, or statements as o the merits or validity of
applications or patents of another person. Mere comparison

. with the prior art are not considered 1o be disparaging per se.

608.01(s) Restoration of Canceled Matter
(R-8)

Canceled text in the specification or & canceled claim can be
restored only by presentiny (he canceled matier 88 a nmew
insertion. See 37 CFR 1.124, >MPEP< § 714.24.

608.01(¢t) Use in Subsequent Application
[R-14)

A reservation for a future application of subject matier
disclosed but not claimed in a pending will oot be
permitted in the pending application, 37 CFR 1.79, MPEP
§ 608.01(e).

While a specification cannot be transfersed (o another appli-
cation, drawings may be transferred from a peior application
a later case by the same inventor if they are no longer needed in
the prioe application, note MPEP *§ 608.02(1) t0 >§< 608.02(k).
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>§< 506.01.

608.01(v) Trademarks and Names Used
in Trade [R-8]

The expressions “trademarks” and “narne: used in trade” as
used below have the following meanings:

Trademark: a woed, letter, symbol or device adopied by one
manufacturer or merchant and used to identify and distinguish
bis »or her< product from those of others. It is a propeietary
word pointing distinctly to the product of one producer.

Names Used in Trade: & nonproprietary name by which an
article or product is known and called amoug traders o workers
in the art, although it may wot be so known by the public
generally. Names used in rade donot point to the productof one
producer, but they identify a single article or product irrespec-
tive of producer.

Names used in trade are permissible in patent applications ift

(1) Their meanings are established by an accompenying
definition which is sufficiently precise and definite to be made
a part of a claim, or

(2) In this country, their mesnings are well known and
satisfactorily defined in e literatuge,

Condition (1) oz (2) must be met at the time of filing of the
complete application.

TRADEMARKS

The relationship between & trademark and the product it
identifies is sometimes indefinite, uncestain and arbitrary. The
formula or characteristics of the product may change from time
0 time and yet it may comtinue  be sold under the same
wrademarik. In patent specifications, every element or ingredient
of the peoduct should be set foeth in positive, exact, intelligible
language, 90 that there will be no uncestainty as to what is meant.
Arbitrary trademarks which are lable w mean different things
@ the pleasure of manufacturers do not constitute such lan-
guage. >Ex Parte Kattwinkle, 12 USPQ 11 (Bd. Apps. 1931).<

However, if the product to which the wrademark refers is
otherwise set forth in such language thas its identity is clear the
examiners are authorized to permit the use of the rademark if it
is distinguished from common descriptive nouns by capitalize-
ton, If the wrademask has a fixed and definite mesning it
constitutes sufficient identification unless some physical or
chemical characteristic of the article or material is involved in
the invention. In that evemt as also in those cases where the
scientific or other explanstory language is necessary. In re
Gebauer-Fuelnegg, S0 USPQ 125 (CCPA 1941).<

The matier of sufliciency of disclosure mustbe decided onsn
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individual case by case basis. In re Meicalfe and Lowe, 161
USPQ 789; 869 0.G. 691 (CCPA 1969).

Where the identification of a trademark is introduced by
amendment it must be restricted o the characieristics of the
product known at the time the application was filed (o avoid any
question of new matter,

If proper identification of the product sold under a trade-
mark, or a product referred to only by a name used in trade, is
omitted from the specification and such identification is deemed
necessary under the principles set forth above, the examiner
should bold the disclosure insufficient and reject oa the ground
of insufficient disclosure any claims based on the identification
of the product merely by trademark or by the name used in trade.
If the product cannot be otherwise defined, an amendment
defining the process of its manufacture may be permitted. Such
amendments must be supported by satisfactory showings estab-
lishing that the specific nature or process of manufacture of the
product as set forth in the amendment was known at the time of
filing of the application.

Although the use of trademarks having definite meanings is
permissible in patent applications, the proprietary nature of the
marks should be respected. Trademarks should be identified by
capitalizing them and placing them between quotation marks,
Every effort >should be< made to prevent their use in any
manner which might adversely affect their validity as trade-
marks.

Form paragraph 6.20 may be used.

§6.20 Trademarks ond Their Use.

The ves of the trademask [1] has been notsd in this epplication, It
should be capitalized und pleced between parenthesss wherover it
eppeazs and be sccompenied by e generic terminology.

Although the use of ademerks is permiseible in patent applics-
tions, the proprietary aature of the marks should be respected end evesy
effort mede 1o prevent their use in any menner which might edversely
affect their validity s trademarks.

Ezeminer Note:
Capitalize the word in the bracket.

The examiner should not permit the use of language such as
“the product X (a descriptive name) commonly known as Y
(rademark)” since such language does not bring out the fact that
the latter is a trademark. Language such &3 “the product X (a
descriptive name) sold undes the dademark Y™ is permissible.

The use of a rademark in the title of an application should
be avoided as well as the use of a trademark coupled with the
word “type”; i.e., “Band-Ald type bandage.”

The owner of a trademark may be identified in the specifi-
cation.

Group directors should reply to all trademark misuse com-
plaint letters and forward a copy o the ediior of this manual.

See appendix I for a partial listing of trademarks and the
pasticular goods to which they apply.

Inclusion of Copyright or Mask Work Notice in Patents
Under curcent intellectual propesty laws, it is possible ©
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that discloses material on which copyright or mask work protec-
tion has previously been established would serve to publicize
and thereby protect the various intellectual propenty rights of the
authoefinventor, Furthermore, this publication would tend
protect the public by militating against an uninientional en-
croachment into these rights. The presence of an unrestricted
copyright or mask work notice in a patent could have an
inhibiting effect cn public dissemination of the patent disclo-
sure to the public. This possible effect would be contragy (o the
mission of the Patent and Trademark Office to disseminate
knowledge and information by way of patent issuance, publica-
tion, and distribution. To avoid this effect, it is considered
necessary to include an appropeiate authorization of the author/
inventor with any copyright or mask work notice appearing in
a patent.

In light of these considerations, the Patent end Trademark
Office will permit the inclusion of a copyright or mask work
notice in a design or utility patent application, and thereby any
patent issuing therefrom, which discloses material on which
copyright or mask work protection has peeviously been estab-
lished, under the following conditions:

(1) The copyright or mask wurk notice must be placed
adjacent to the copyright or mask work material. Therefore, the
notice may appesr &t eny appropriate porton of te patemt
application disclosure, including the drawing. However, if
appearing in the drawing, the notice mustbe limited to print size
from 1/8 inch to 1/4 inch and must be placed within the “sight”
of the drawing immediately below the figure representing the
copyright or mask work material. If placed on 2 drawing in
conformance with these peovisions, the notice will not be
objected t as extranecous matter under 37 CFR 1.84.

(2) The content of the notice must be limited to only those
elemenis required by law. For example,"©1983 Jobn Doe"(17
USC. 401) and “*M* John Doe"(35 U.S.C. 909) would be
properily limited, and under cutrent statutes, legally sufficient
notices of copyright and mask work respectively.

(3) Inclusion of a copyright or mask work notice will be
permitted oaly if the following authorization is included at the
beginning (preferably as the first pasagraph) of the specification
to be printed for the patent:

A portion of the disclosure of this patent document
contains material which is subject to (copyright or mask
work) peotection. The {copyright or mask work] owner
has noobjection tothe facsimile reproductionby any one
of the patent disclosure, as it appears in the Patent snd
Trademark Office patent files or records, but otherwise
reserves all [copyright ormask wosk] rights whatsoever.

(4) Inclusion of a copyright or mask work notice afies o
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Natice of Allowance has been mailed will be permitied only i€
the criteria of 37 CFR 1.312 bave been satisfied.

The inclusion of a copyright or mask work notice inadesign
or utility patent application, and thereby any patent issuing
therefrom, under the conditions set forth above will serve o
protect the rights of the author/inventor, as well as the public,
and will serve to promote the mission and goals of the Patentand
Trademark Office. Therefore, the inclusion of a copyright or
mask work notice which complies with these conditions will be
permitied. However, any departure from these conditions may
result in a refusal to permit the desired inclusion. If the authori-
zation required under condition (3) above does not include the
specific language "(he [copyright or mask work] owner basno
objection to the facsimile reproduction by anyone of the patent
document or the patent disclosure, as it appears in the Patentand
Trademark Office patent files or records,...” the notice will be
objected to as improper by the examiner of the applicatioa. If the
examiner mainiains the objection upon reconsideration, a peti-

. tion may be filed in accordance with 37 CFR 1.181.<

608.02 Drawing [R-14]

35 US.C. 113 Drawings.

The epplicent shell furnish e drawing where necessary for the
understanding of the subject matter to be patented. When the nature of
such subject metier edmits of illustration by e drawing and the epplicant
hes not furnished such a drawing, the Commissioner may require ita
submission within a time period of not less then two months from the
sending of a notics thereof. Drawings submitied efter the filing daie of
the epplication may not be used (i) o overcome any insufficiency of the
specification dus to leck of en enabling disclosure or otherwise inade-
quate disclosure thezein, of (ii) to supplement the originel dizclosure
thereof for the purpose of interpretation of the scope of eay claim.

37 CFR 1.81 Drawings required >in patent applicatione.

(a) The applicant for & patent is requized to furnish & drewing of his
>or ber< invention where necessary for the understanding of the
subject matter sought to be patented; this drewing >, or & high quality
copy thereof,< must be filsd with the epplication. >Since correstions
arc the responsibility of the applicant, the original drawing(s) should be
retained by the applicant for any nscessary future correction.<

(b) Drewings may includs illustrations which fecilitate en under-
standing of the invention (for example, flow shests in ceses of proc-
esses, and disgrammatic views).

(¢) Whenever the neture of tie subject matter scught to be petenied
admits of illustretion by & drawing without its being necessary for the
understanding of the subject matier and the applicent has pot fumished
such a drewing, the examines will require its submission within & lime
period of not less than two months from the dats of the tending of &
notice thereof.

(d) Drawings submitied efier e filing dats of the upplication mey
not be used to overcome any insufficiency of the specification dus ©
lack of an enabling disclosure or otlwrwise inedequute disclosure
therein, or (o supplement the original disclosure thereof for the pusposs
of interpeetation of the scope of eny claim.

[Pezs. (e) azmonded, $3 FR 47809, Nov. 28, 1988, effective Jen. 1, 1920}

37 CFR 1.84 Standards for drawings.

(&) Paperand ink. Drawings>orhighquelity copiss thereol which
are submitied to the Office< must be mede upon peper whichis flexible,
strong, white, smwoth, poa-chiny end dursble. **India ink, or is

600-47

. petent g

(b)&ﬂeﬂllmmdmm mmmmmmm
dnawings wemade meybeezactly ® V2by 14inchea(21.6by35.6em.)
> exactdy § 142 by 13 inches (20.6 by 33.1 em.), < ceenactly 21.0 by
29.7 can. (DIN size A4). All drawing sheets in 8 perticulsr spplication
st be the same ¢ize. One of the shorter sides of te sheel is regarded
s its .

{(1)0a 8 172 by 14 inch drawing sheets, the drawing mustinclude
o top mergin of 2 inches (5.1 cm.) end bottom and side merging of 144
inch (6.4 mm.) from the edges. thereby leaving a “sight” precisely 8 by
113/4 inches(20.3 by 29 8 em.). Marginborder lines are not permitted.
All woek must be included within the “sight”. The sheets may be
provided with two 1/4 inch (6.4 mm.) diemeter holes baving their
centerlines epaced 11/16 inch (17.5 mm.) below the top edge and
2 3/4 inches (7.0 cm.) spast, said holes being equally speced from the
respective side edges.

(2)>On8 1/2by 13 inch drawing sheets, the drawing mustinclude
stopmarginof 1 inch (2.5 cm.) and bottom end side margins of 1/4inch
(6.4 mm.) Grom the edges, (hereby leaving & “sight” precisely 8 by
113/4inches (20.3 by 29.8 cm.). Meurgin bordes lines ure aot permitted.
All work must be included within the “sight.” The sheets may be
provided with (wo 1/4 inch (64 mm.) diameter boles baving their
conteelines spaced 11/16 inch (17.5 mm.) below the top edge and
2 3/4 inches (7.0 cm.) apart, seid holes being equally spaced from the
respective side edges.

(3)< On 21.0 by 29.7 em. drawing sheets, the drawing must
include e top margin of « leest 2.5 cm., 2 left sids mergin of 2.5 em.,
aright side margin of 1.5 cm., and & bottom margin of 1.0 cm. Margin
border lines ere not permitted. All work must be contained within o
sight size not to exceed 17 by 26.2 cm.

() Character of lines. All drewings must be made with drafting
instraments orby aprocess which will give them satisfactory reproduc-
tion cherecteristics. Every live end letter must be dureble, black,
sufficiently denss and desk, uniformly thick end well defined; the
weight of all lines end letiers must be beavy enough to permit adequate
reproduction. This direction appliss to ell Bnes bowever fine, ©
shading, and to lines representing cut surfaces in vectional views. All
iines must be clean, sharp, and solld. Fine or crowded lines should be
evoided. Solid bleck should not be used for sectional or surface
shading. Freshand work should be avoided wherever it is poseible to do
80.

(d) Hasching and shading. (1) Hatching should be made by oblique
parallel lines spaced sulficiently spent o ensble the lines o be distin-
guished without difficulty.

(2) Heavy lines on the shade side of objects should preferebly be
wsed encept where Giey tand o thicken U work ead obecuse reference
cheracters. The light should come from the upperleft-bend comer st an
angle of 45° Susluce delinestions should prefersbly be shown by
proper sheding, which should be opea.

(o) Seals. The scale W which 8 drawing is mads cught to be large
eaough to show the mechenizm without crowding when the drawing is
reduced in size (o two-thirds in reproduction, and views of postions of
the mecheniamon s leger scaleshould be used when necsesary o show
details clearly; two or more elisets should be used if one does not give
sufficient room (o sccomplish this end, but the number of sheets should
Bt be more thea is necessary.

(€) Raference characters. The different views should be consecu-
tively sumbered figures. Reforsnce vumarels (and lolters, but sumerels
are gweforved) must be plain, legible end carefully formed, and not be
ensircled. They should, i possible, meesure ot loast one-sighth of aa
inch (3.2 mm.) in beight so that they may bear reduction to one twenty-
Bev. §4, Nov. 1952
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fousth of an inch (1.1 mm.); end they may be slightly lasger when there
is sufficient room. They should not be so placed in the close and
complex pasis of the drawing as to interfere with & thorough compre-
hension of the same, and therefore should ragely cross or mingle with
the lines, When necessarily grouped around & certain past, they should
be placed at & little distance, 8t the closest point whese theve is available
space, and connected by lines with the pasts to which they refer. They
should not be placed upon batcbed or shaded suzfaces but whea
necesgary, & blank space may be left in the batching of shading where
the characier cccurs so that it shall appeer pesfectly distinet and
separate from the work. The same past of an invention appeezing in
more then one view of the drewing must always be designated by the
same character, and the same character must never ba used to designate
different parts. Reference signs not mentioned in the description shall
not appear in the drawing and vice verea.

(g) Symbols, legends. Graphical drawing symbols end other la-
beled representations may be used for conventone! elements when
appropriate, subject to approvel by the Office. The elements for which
such symbols and labeled representations ere used must be adequatsly
identified in the specification. While descriptive matter on drawinge is
not permitted, suitable legends may be used, or may be required, in
proper cases, a8 in diegrammatic views and flowsheets or to show
materials or where labeled representations are employed to illustrate
conventional elements. Asrows may be required, in proper ceses, o
show direction of movement. The lettering should be as large as, or
lazger than, the reference characters.

(b) [Reserved]

(i) Views. The drewing must contain as many figures as may be
necesery o show the invention; (e figures should be consecutively
numbered if possible ir: the order in which they appess. The figuresmay
be *>plan<, elevetion, section, or perspective views, and detail views
of portions of elements, on & larger scele if necessary, may also be used.
Exploded views, with ihe separated perts of the same figure embraced
by a bracket, to show the relationship or order of assembly of various
parts are permissible, >When an exploded view is shown in a figure
which is on the same sheet as another figure, the exploded view should
be placed in brackets.< When necesgary, a view of a large machine or
device in its entirety may be broken and extended over several sheets
if there is no loss in facility of understanding the view. Where figures
on two or moge sheets form in effect @ single complets figure, the
figures on e several shests should be so arranged that the complete
figure can be underatood by laying the drawing chests adjecent to one
another. >The figures, even though on weparste shests, should be
labeled as separate figures, for example as Flg. le, Fig. 1b, etz., 50 that
it would be apparent thet the views sctuslly comprise one figure.< The
arrengement should be such that no partof any of the figures sppeering
on the various sheels is concesled and thet the complets figure cen be
understood even though speces will occur in the complete figure
because of the margins on the drawing shoets. The plane upon which
@ sectional view is taken should be indicated oo the genersl view by @
broken line, the ends of which should be designated by nwmerds
corresponding to Ge figuwe number of the sectional view and have
artows epplied to indicete the direction in which the view is taken. A
moved position may be shown by a brokea line superimposed upon e
suitable figure if this can be done withowt crowding, olherwise
separate figure must be used (or this purpose. Modified forms of
consttuction can only be chown in seperate figures, Views thould aot
beconnecied by projection linss nor should centerlines be used. >When
g portion of & figuse is enlesged for magnification purposes, the figure
and the enlazged figure must be lebeled a2 & seperats flgures.<

(i)Arrangement of views. All views on the same sheet should stand
in the same direction and, if poesible, stand so that they can be read with
the sheet beld in an upeight position. If views longes ten the width of
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the sheet sze necessary for Ge clessestill ine
mwmm%mm@ammmwmmmm
appropriate top margin > be vsed as e heading space< is on U
right-hand side. %WWMNWWWWW&M
the outline of another.

(k) Figuse for Official Gazette. The drawing should, @ far a5
possible, be so planned that one of the views will be suitable for
publication in the Official Gazetie a8 the illustration of te invention.

) **>ldentification of drawings.< Ideniifying indicia (such &
the >application munber, group art uail, tite of e invention.< alioe-
ney's docket number, inventor's aame, aumber of sheeis, ete.) not
enceed 2 3/4 iaches (7.0 cm.) in widh may be placed in 2 centered
loecation between the side edges within thres-fourths inch (19.1 mm.)
of the top edge. >Either this marking technique oa the front of the
drawing or the plecement, although pot preferred, of this information
and the tile of the invention on the back of the drewings is acceplable.<
Authorized security markings mey be placed on the drewings provided
they *>are< outside the illustrations and are removed when the materisl
is declaseified. Other extransous matter will rot be permitied upon the
face of 2 drewing.

(m) Transmission of drawings. Drawings tranemitted to the Office
should be sent flat, protscted by e sheetof beavy bindes's board, oemay
be rolled for transmission in e suitable mailing tibe; but must never be
folded. If received creased or mutilated, new drawings will be required.

>(n) Numbering of drawing sheets. The drawing shestz may bs
numbered in consecutive erebic numbers at the top of the sheels, in the
middle, but not in the mergin. Such sumbering will be deleted for
printing purposes gsince page numbers we added at the time of printing
the patent by the Office.

(o) Copyright or Mask Work Notice. A copyright oe mask work
notice may eppeer in the drewing but must be placed within the "sight”
of the drawing immediately below the figure representing the copyright
or mask work materiel and be limited to letters baving a print size of I/
8 to 1/4 inches (3.2 to 6.4 mm.) high. The content of the notice must be
limited to only those elements required by law. For example, "©1983
Jobn Doe"(17 U.S.C. 401) end “*M® John Doe” (17 U.S.C. 909) would
be properly Limited and, under current statutes, legally sufficient
notices of copyright end mask work, respectively. Inclusion of a
copyright or mask work notics will be permitted ounly if the authorize-
tion languege set forth in § 1.71(e) is inciuded &t the beginning
(peeferably es the firat paragraph) of the specification.

(p) Limited use of color drawings in wility patent applications.
Peragraph (o) of this section requires thet drawings in utility patent
applications must be in bleck on white paper. Howeves, on rare
occesion, color drawings may be necessary 8 (e culy practical
medivm by which (o disclose the subject matier sought to be patentad
ia s uiility peteat epplication. Ths Petent end Trademark Office will
ascept color drawings in utility patent epplications oaly after granting
of a patition by the epplicant under § 1.183 of this pert which requests
weiver of the requirements of pesegraph (a) of this section. Any such
petition ehould be directed to the Office of the Deputy Assistent
Commissioner for Peteuts and must include te following:

(1) The eppropriste foe set forb in § 1.17(h).

(2) Five (8) sets of color drawings on DIN size A4 (21.0 by 20.7
cm.) shests,

{3) A propoeed amendment o insent in the specification the
following language as the flsst peragraph in the portion of the specifi-
cetion relating to the brief description of the drawing:

*The file of this patent containe et least one drawing executed in
color. Copies of this patent with coloe drawing(s) wilk be provided by
the Patent end Trademark Office upon request end peyment of the

fes."<

(See § 1.152 for design deawings, § 1.163 for plant drawings, end
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§ 1.174 for reissue drawings.)
(Pasas. (a), (6), ), ), & O) ameaded, pssas. (8), (o) & (p) sdded, 3 FR
47809, Nov. 26, 1988, effsctive Jaa. 1, 1999)

Drawings on paper are accepiable altbough bristol board
is preferred. **>Corections< thereto **must be made in the
form of replacement sheets since **>the Office does not release
drawings for correction. See 37 CFR 1.85<,

Good quality copies made on office copiers are acceptable
if the lines are uniformly thick, black, and solid.

Drawings are currently accepted in ¥>three< different for-
mats. It is bowever required that all drawings in a particular
application be the same size for ease of handling and repeoduc-
tion.

Design patent drawings, 37 CFR 1.152, MPEP § 1503.02.

Plant patent drawings, 37 CFR 1.165, MPEP § 1606.

Reissue application drawings, MPEP §§ 608.02(k) and
1413.

Corvection of drawings, MPEP § 608.02(p). Prints, prepara-

- tion and distribution, MPEP §§ 508 and 608.02(m). Prints,
return of drawings, MPEP § 608.02(y).

For pencil notations of classification and name or initials of
assistantexaminer to be placed on drawings see MPEP § 717.03.

The filing of a divisional or continuation case under the
provisions of 37 CFR 1.60 (unexecuted case), does not obviate
the need for formal drawings. See MPEP § 608.02(b).

DEFINITIONS

A number of different tesms are used when referring to
drawings in patent applications. The following definitions are
used in this Manual,

Original drawings: The drawing submitied with the applice-
tion when filed. [tmay be either a formal or an informal drawing.

Substituse drawing: A drawing filed later than the filing date
of an application. Usually submitted to replace an original
informal drawing.

. Formaldrawing: A drawing in a form that complies with 37
CFR 1.84. Formal drawings are stamped “approved” by the
Draftsman. **

Informal drawing: A drawing which does not comply with
the formn requirements of 37 CFR 1.84. Drawings may be
informal because they are not on the proper size sheets, the
quality of the lines is pooe, o¢ for other reasons such as the size
of reference elements. Such objections are made by the Drafis-
on form PTO-948,

Drawing prins: This term is used foe the white paper print
prepared by the Micrographics Branch of the Office Services
Divisions of all original drawings. The drawing peints contain
the notation “Print of Drawing as originally {lled” near the top.
Drawing peints should be placed on the top oa the right hand flap
of the application file wrapper.

Interference prins: This term is used to designate the copy
peepared of the original drawings®® filed in file cabinets sepa-
rate from the file wrappers and are used o make interference
searches.

The following Form Pasagraphs should be used when notl-
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sheets of drawings, ﬁhdw[l]mwmw

Ezaminer Note:

1. In beacket 2. insent either approved or di

2. 1 eppwoved, either form paregraph 6.39 and 6. 4@«-6 4lor6.44
must follow.

3. I dizspproved, en enplanation must be provided.

§6.39 FTO No Longer Makes Drawing Changes

Toe Patent end Trademark Office mo longer makies drawing
changes. 1017 OG 4. It is applicant’s responsibility to ensure thet the
drawings are correctad. Corrections must be made in sccordance with
the inatructions below.

Ezaminer Nota:

This peregraph is to be used whenever the applicent bas filed o
request for the Office to meke drewing changes. Form paragraph 6.40
must follow.

§6.40 Information on How To Effect Drawing Changes
Informetios oe How To Effect Drawisg Chapges

1. Carvection of Informalitles (Draftamen's objections on PTO-
948). In order o comect any informalities in the drewings, spplicant
MUST **file new drawings with the changes incorporated berein. The
et unit number, seriel number and number of deawing shests should be
writien o the reverss side of the drawings. Applicant may delay filing
of the new drawinge uotil recsipt of the “Notice of Allowability”
(PTOL-37). If delayed, the new drewings MUST be fled within the
THREE MONTH sbortsned siatutory period set for response in the
“Notice of Allowability” (PTOL-37). Extensions of towe may be
obtained under the provisions of 37 CFR 1.136(e). The drawings
should be filed as & seperats paper with a wansmittal letier sddzessed o
the Official Drafteman.

L1 ]

2. Corvections other than [nformalities Neted by the Drafie-
ezan on the PTO-948.

All ehanges @ te drawinge, other then informalitios noted by the
draftamean, MUST be made in tie seme mennes e wbove encept that,
noemally, e red ink eketch of e changes (o be incorporated into the
new deawings MUST be epproved by the examiner before the applice-
tion will be ellowed. No changes will be permitiad to be mads, other
than correcton of informalities, unless the examiner bap apgroved the

proposed changes.

3, Timlag of Corvecticsn

Applicunt ls encouraged tocomectdeawingsupon an indication of
elloweble subject matter. However, epplicant is reguired o submit
sccepiable corrected drawings within the Gree month shortened
etatutory period set in the “Notice of Allowability” PTOL-37). Within
that tires month peried, two wesks should be allowed forreview by the
Office of te correction. I a comection is determined to be unaccepl-
able by the Office, applicant must errange to have an eccepltsble
correction re-submitted within the original three month period o avoid
the necessity of oblaining wn entension of time ed of paving Ge
extension fes. Therelore, applicant should file correcied drawings as
s00n a3 poasible.
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§6.41 Reminder That PTO No Longer Mahss Drawing Changes
Wummmmwmmmm«
makes drawing chenges and thet it is epplicsnt’s meponsibi
mmmmmmmmuahmmmm
tions set forth in peper 6o, [ 1], mailed oa [3].

Exeminer Notes

This paragraph is to be used whea the applicent bhas besa previously
provided with iaformation oa bow to effect drawing changes (i.e.,
either by way of form parsgraph 6.40 or &8 PTO-1474 has beea
previously sent).

§6.42 Reminder That Applicasnt Must Maks Drawing Changes
Applicant iz reminded that in ceder © avoid an sbendonment of this

application, the drawings must be corrected in secordance with the

instructions eet foeth in peper uo. [1] mailed oa [2).

Ezaminer Note:

‘This peregraph is o be uwed when alowing the epplication and
when applicent bas previously been provided with informationonbow
to effect drawing changes (i.e., by way of form peragraph 6.40 or
PTO- 1474 has been previously sent).

§ 6.63 Drawings Contain Informalities, Applicaiion Allowed

The drewings filed on {1] are ecceptable subject to cormrection of the
informalities indicatad on the attached Notice re Direwings, PTO-948.
In oeder o avoid ebeadonment of this spplicstion, corection is
required.

Ezsminer Note:
Use thie paregreph when sllowing (he cese, perticularly ot time of
firat action issue. Form peragraph 6.40 or 6.41 must follow.

§6.¢4 Drawing Informalities Previously Indicated

In order o avoid sbendonment, the drewing informalities noted in
paper 6o. {11, mailed on [2], must now be corrected. Correction can
cnly be effectad in the manner sat forth in the above nnted papes.

Ezsminer Note:

Uumhpuzpuphwhndbwmgthocucmdmﬁunths
peeviously been informed of informalities in the the drawings.
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L. In boacket 1, Tncent the agreed upoa drawiag chenges.
2. Porm paragrephs 6.39 and 6.40 munt follow.

DRAWING SYMBOLS

37mnmmmmmmmwsymm
clements where appropeiate, subject 10 epproval by the Office.
Also, suitable legends may be used, or may be required, in
proper cases.

The publications listed below have been reviewed by the
Office and the symbols therein are considered o be generally
accepiable in patent drawings. Although the Office will not
“appeove” all of the listed symbols as a group because theis use
and clarity maust be decided on a case-by-case basis, these
publications may be vsed a8 guides when selecting graphic
symbols. Overly specific symbols should be avoided. Symbols
with uncless meanings should be labeled for clarification.

These are available from the Americmn Na-
tiongl Standards Institute Inc., l4308mndway New Yok, New
York 10018,

The publications reviewed are the

¥32.2-1970 Geaphic Symbols for Electrical & Electronics

Diagrams

Y32.10-1967 Geraphic Symbols for Fluid Power Disgrams

Y32.11-1961 Graphic Symbols for Process Flow Diagrams
in the Petroleumn & Chemical Industries

Y32.14-1962 Geaphic Symbols for Logic Disgrams

232.2.3-1949 (R1953) Graphic Symbols for Pipe Fittings,
Valves and Piping

Z32.2.4-1949 (R1953) Graphic Symbols for Heating, Ven-
tlsting & Air Conditdoning

232.2.6-1950 Graphic Symbols for Heat-Power Apparstus
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608.02
APPLICATIONS FILED WITHOUT DRAWINGS

Applications filed without drawings are initially inspected
to determine whether oc not a drawing is referved o in the
specification, and if, under the statute, a drawing is necessary
before the application can be given a filing date. Doubtful cases
are referred to the supervisory primary examiner foc decision as
to the need for such a drawing. If, after an application without
a drawing has been received in the examining group, it is clear
that a drawing is required, the application should be returned to
the Application Branch along with a memorandum indicating
that a drawing is required. It has long been the practice to accept
a process case (that is, a case having only process or method
claims) which is filed without a drawing. The same practice has
been followed in composition cases. Other situations where
drawings are usually not considered essential for a filing date
are:

L Coated articles or products. Where the invention resides
solely in coating or impregnating a conventional sheet, e.g.,
paper or cloth, or an asticle of known and conventional character
with a particular composition, the application containing claims
to the coated or impregnated sheet or article, unless significant
details of structure or arrangement age involved in the article
claims.

11. Articles made from a particular material or composition.
Where the invention consists in making an article of a particular
material or compaosition, unless significant details of structure
or arrangement are involved in the article claims.

Ill. Laminated Structures. Where the claimed invention
involves oaly laminations of sheets (and coatings) of specified
material unless significant details of structure or asrangement
(other than the mere oeder of the layers) are involved in the
article claims.

IV. Articles, apparatus or systems where sole distinguishing
feature is presence of a particular material. Where the inven-
tion resides solely in the use of a particular material in an
otherwise old article, apparatus or system recited broadly in the
claims; for example,

a. Hydraulic system distinguished solely by the use therein
of a particular hydraulic fluid;

b. Packaged sutures wherein the strocture and artangement
of the package are conventional and the only distinguishing
feature is the use of a particular fluid.

APPLICATIONS FILED WITHOUT ALL FIGURES OF
DRAWINGS

Applications filed without all figures of drawing described
in the specification are not given a filing date since they are
“prima facie” incomplete. The filing date is the date on which
the omitied figures are filed. See MPEP § 601.01 If the cath or
declaration for the application was filed prior to the submission
of all figures of the drawing the submission of any omitted
figures must be accompanied by a supplemental oath or decla-
ration stating that the omitied figures accurately illustrate and
are a past of applicant’s invention, If the cath or declaration for
the application wag not filed prior w0 the submission of the
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omitied figures for disclosure and suppost. Also, if the cath or
declaration foe the application was filed prioe to e date of the
amendment and petition, the amendment must be accompeanied
by a supplemental declaration by the applicant stating thaz the
invention is adequately disclosed in, and a desire to rely on, the
application as thus amended for purposes of an original disclo-
sure and filing date. If the oath or declaration for the application
was not filed prioe to the date of the petition and amendment, the
oath or declaration, when filed, must include a specific refer-
ence to the amendment cancelling from the specification all
references (o the omited figures and any claims which depend
upon the omitied figures for disclosure and support. The petition
requesting that the application be accepted without the omitted
drawing figures should be directed to the Office of the Assistant
Commissioner for Patents and request relief under 37 CFR
1.182.

ILLUSTRATION SUBSEQUENTLY REQUIRED

The acceptance of an application without a drawing does not
preclude the examiner from reguiring an illustration in the form
of a drawing under 37 CFR 1.81(c) or 37 CFR 1.83(). In
requiring such a drawing, the examiner should clearly indicate
that the requirement is made under 37 CFR 1.81(c) or 37 CFR
1.83(c) and be careful not to state that be or she is doing so
“because it is necessary for the understanding of the invention,”
as that might give rise 0 an egroneous impression as (o the
completeness of the application as filed. Examiners making
such requirements are o specifically require, as a part of the
applicant’s next response, at least an ink skeich or permanent
peint of any drawing proposed in response (0 the requirement,
even though no allowable subject matter is yet indicated. This
will afford the examiner an early oppoctunity ¢ determine the
sufficiency of the illustration and the absence of new matter, See
37 CFR 1.118 and 37 CFR 1.81(d). The description should of
course be amended o contain reference to the new illustration.
This may cbviate fusther correspondence where an amendment
places the case in condition for allowance, except for the formal
requirement relating (o the drawing. In the event of a final
determination that there is nothing patentable in the case, a
formal drawing will not be required.

PHOTOGRAPHS

Photographs are not normally cousidered to be proper draw-
ings. Photographs are acceplable for a filing date and are
generally considered to be informal drawings. Photographs are
oaly acceptable where they come within the special categories
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set forth in the paragraph immediately below. Photolithographe
of photographs are never accepiable. SwlareTaggcmaaL
1957C.D.6,7250.G. 397 and In re Myers, 1959 C.D, #>2<, 738
0.G. 947.

SPECIAL CATEGORIES

The Patent and Trademark Office is willing to accept black

and white pbotographs or photomicrographs (not pho-
tolithographs or other reproductions of photographs made by
using screens) printed on sensitized paper in lieu of India ink
drawings, to illustrate inventions which are incapable of being
accurately or adequately depicted by India ink drawings re-
stricted to the following categories: crystalline structures, met-
allurgical microstructures, textile fabrics, grain structures and
omamental effects. The photographs or photomicrographs must
show the invention more clearly than they can be dobe by India
ink drawings and otherwise comply with the rules conceming
such drawings.
" Such photographs to be acceptable must be made on photo-
graphic paper having the following characteristics which are
generally recognized in the photographic trade: paper with a
surface described as smooth; tnt, white, or be photographs
mounted on proper size bristolboard.

See MPEP § 1503.02 for discussion of photographs used in
design patent applications.

COLOR DRAWINGS

>37 CFR 1.84 Standards for drawings.
SVRER

(p) Limited use of color drawings in utility patent applications.
Paragraph (a) of this section requires that drawings in wtility patent
applications must be in bleck on white paper. However, on rare
occasion, color drawings may be necessary es the only practical
medium by which to disclose the subject matier sought to be patented
in a utility patent epplication. The Patent and Trademark Office will
accept color drawings in utility patent epplications only afier granting

" of a petition by the applicant under § 1.183 of this part which requests
waiver of the requirements of paragraph () of this section. Any such
petition should be directed  the Office of the Deputy Assistant
Commissioner for Patents and must include the following:

(1) The sppropriate fee set fosth in § 1.17(h).

(2)Fwe(5)ncnofcohr(hwmponDlNuzzIm(ZI Oby 29.7
cm.) sheets.

(3)Amposodmnmu>mmtmmespmﬁcmn!he
following language &3 the firet paregraph in the portion of te specifi-
cation relating to the brief description of the drawing:

“The file of this petent containg & least one drawing executed in
color. Copies of this patent with color drawing(e) will be provided by
the Patent and Trademark Office upon request end payment of the
necessary fee."<

Drawings and photographs in colors other than black do not
come within the purview of 37 CFR 1.84>(a)<. >Limited use of
color deawings in utillity patent applications is provided for in 37
CFR 1.84(p).< Unless the drawing requirements of 37 CFR
1.84>(a)< are waived, the Drafisman will not approve color
drawings in a utility or design patent application. The examiner
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waiver of the requirements of 37 CFR 1.84>(a)<. The petiticn
mmmmmﬁhmbewmmmwmofm
Assistant Commissioner for Patenss for deciseon. **
Where color drawings bave been transferred from a prioe

application to a newly submitied applican must
renew the petition under 37 CFR 1.183 even though a similas
petition was filed in the prior application. Until the renewed
petition is granted, the examiner must object to the color
drawings as being i

Under 37 CFR 184>(p)<** the Patent and Trademark
Office will entertain a petition under 37 CFR 1.183 to waive the
requirements of 37 CFR 1.84 0 the extent that color drawings
on DIN size A4 sheets (21.0 by 29.7 cm.) will be accepted for
the purposes and under the conditions set forth below.

The petition must be accompanied by five (5) sets of color
drawings on DIN A4 sheets (21.0by 29.7 cm.) for examination,

In light of the substantial administrative and economic
burden associated with printing ¢ utility patent with color
drawings, the patent copies which are printed at issuance of the
patent will depict the drawings in biack and white only. How-
ever, a set of color drawings will be attached to the Letters
Patent. Mogeover, copies of the patent with color drawings
atiached thereto will be peovided by the Patent and Trademark
Office upoa special request and payment of the fee necessary o
recover the actual costs associated therewith.

Accordingly, the petition muss also be accompanied by a
proposed amendment to insert the following language as the
first paragraph in the portion of the specification containing a
brief description of the drawings:

The file of thiz petsnt conigins et least one drawing
executed in colog. Copies of this patent with color drawing(s)
will be provided by the Patent snd Trademark Office upon
request end paymeat of the tecesgary fee.

Itis anticipated that suchapetition will be granted only when
the Patent and Trademark Office has determined that a color
drawing is the only practical mediumm by which to disclose ina
peinted utility patent the subject matier W be patented.

Itis emphasized that a decision to grant the petition should
>not< be regarded as an indication that color drawings are
necessary to comply with & Statutory requirement. In this latter
respect, clearly it is desirabie b file any desired color drawings
as part of the original application papers in order to avoidissues
concerning statutory defects (e.g., lnck of enablement under 35
US.C. 112 ornew maticrunder 35U.S.C. 132). The filing of the
petition, bowevermay be deferred until acceptable drawings are
required by the examiner.
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608.02

If the original drawings are informal, but may be admitted

for examination purposes the draftsman indicates on 2-past
form, PTO-948, what the informalities are and **>that< new
scorrected< drawings age required. In cither case the informal
drawings are accepted as satisfying the requirements of 37 CFR
1.51.-

The examiners are directed to advise the applicants by way
of form PTO-948 (see MPEP § 707.07(2)) in the first Office
action of the conditions which the draftsman considers to render
the drawing informal**,

Drawing corrections should be made when the applicationis
in issue unless the examiner requires cosrection at an earlies
date.

If the examiner discovers a defect in the content of the
drawing, the applicant should be notified by using a Form
Paragraph where appropriate.

§6.21 New Drawings, Competent Drafisman

New formel drawings ere required io this applicetion because [1).
Applicant is advised to employ the services of & competent patent
draftsman outside the Office, &5 the Patent end Trademark Office no
longer prepares new drawings.

§6.22 Drawings Objected to
The drawings are objected to because [1]. Correction is required.

Ezaminer Note:
Follow with paragraph 6.27, if appropriate.

§6.23 Subject Matter Admits of lustvation

The subject matier of this application admits of illustration by a
drawing to facilitate understanding of the invention. Applicant is
required to furnish a drawing under 37 CFR 1.81.

Exzaminer Note:
When requiring drawings before exeminetion, use POL.-90 form
and set a two-month time period.

§6.26 Informal Drawings Do Not Permit Examination
The informal drawinge ere not of sufficient quelity to permit
examinstion. Accordingly, new deawings are required in response W

Examiner Note:
Use PTOL-90 form and set & 2-month time period.

§6.27 Corvection Held in Abeyonce

Applicant is required to submit e proposed drawing correction in
response to this Office action. However, execution of the noted defect
will be deferred until the spplicetion is allowed by the examiner.

DRAWING REQUIREMENTS

The first sentence of 35 US.C. 113 requires a drawing t0
be submitted upoa filing where such drawing is necessary for
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examiner should require such drawings in almost all such
instances. Such drawings could be required during the process-
ing of the application but do not have @ be furnished at the time
the application is filed. The applicant is allowed at least two
months from the date of the letter requiring drawings to submit
them,

Handling of Drawing Requirements Under the First Seatence
of35US.C. 113

The Application Branch examiner will make the initial
decision in all new applications as (0 whether a drawing is
“necessary” under the first sentence of 35 US.C. 113. A
drawing will be considered “necessary™ under the first sentence
of 35U.S.C. 113 in all cases where the drawing is referred to in

the specification and one or move figures have been omitted.

The determination under 35 U.S.C. 113 (first sentence) asto
when a drawing is necessary will be handled in the Application
Branch according to the following procedure. The Application
Branch formality examiners will make the initial determination
whether or not drawings are reguired for the understanding of
the subject matter of the invention. Mechanical and electrical
cases which lack a drawing, but in which one appears to be
needed for an understanding of the invention, will be referred o
the Classification and Routing Unit of the Application Branch
for advice. If the Classification and Routing Uhit cannot reach
a prompt and decisive response, the application will be referred
to the supervisory peimary examiner for adetermination. When
drawings are required, the application is treated as incomplete
and the applicant is so informed by the Application Branch. The
filing date will not be granted and applicant will be notified w
complete the application (37 CFR 1.53). However, the practice
with respect to chemical cases is that, unless a drawing or
drawing figure is specifically referred to in the specification of
the application, the application will initially be cousidered by
the Application Branch formality examiner as being complete
and will be given a filing date. Ouly in those chemical cases
whesein there is a reference in the specification to a drawing and
no drawing was present on filing will a chemical application
initially be beld incomplete and denied a filing date. If a drawing
is lager furnished, a filing date may be granted as of the date of
receipt of such drawing.

If an examiner feels that a Gling date should not have been
granted in an application because it does not contain drawings,
the matter should be brought to the attention of the supervisory
primary examines (SPE) for review. If the SPE decides that
drawings are required o understand the subject matier of e
invention, the SPE should return the application o the Applice-
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tion Branch with a typed, signed and dated memorandu
requesting cancellation of the mmmmmmmagm
subject matter required to be illustrated.

608.02(a) New Drawing — When Required
[R-14]

Utility and design patent applications should be taken up for
the first Office action without a request for formal drawings
unless the informal drawings are so unclear that they do not
facilitate an understanding of the invention as to permit exami-
nation of the application. If at the time of the initial assignment
of an application to an examiner's docket>,< or if at the time the
application is taken up for action>,< the supervisory primary
examiner believes the informal drawings to be of such a condi-
tion as to not permit reasonable examination of the application,
applicant should be required to immediately submit formal
drawings**. However, if the informal drawings do not permit
-examination and the supervisory primary examiner believes the
drawings are of such a character as to render the application
defective under 35 U.S.C. 112, examination should begin im-
mediately with a requirement foe forinal drawings and a rejec-
tion of the claims as not being in compliance with35U.S.C. 112,
first paragraph being made.

Formal drawings should be required when the application is
allowed.

w3 Forms< PTOL-326 and 37 now provide items for requis-
ing formal drawings.

Forin Paragraph 6.45 may also be used to inform applicant
that formal drawings are required.

§6.45 Application Allowed, Formal Drawings Needed
Formal drawings are now required and must be filed within the
three month shortened statutory period set for respouse in the “Notice
of Allowability” (PTOL-37). Extensions of time may be obtained
under the provigions of 37 CFR 1.136(e). Failure to timely submit the
drawings will result in ABANDONMENT of the application. The
-drawings should be submitted as & separate paper with a transmittal
letter which is sddressed to the Official Dreftsman. The art unit
number, serizl number and aumber of drawing shests should be writien
on the reverse side of the drawinge.

Handling of Drawing Requirements Under the Second
Sentence of 35 US.C. 113

35U.S.C. 113 deals with the situation wherein the drawing
is not necessary for the understanding of the invention, but the
subject matter admits of illustration by a drawing and the
applicant bas not furnished a drawing. The lack of the drawing
in this situation does not render the application incomplete but
rather is treated as an informality. A filing date will be accorded
with the original presentation of the papers, despite the absence
of drawings. In these situations, a drawing or further illustration
will nonmally be required by the examiner. This should be done
prior to examination in a separate letter. The examiner should
require additional drawings where appropriate as early as pos-
sible, since the possession of the additional drawings would
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iteme of which drawings wre desired.) Applicent is required
furnish a drawing under 37 CFR 1.81" (Iacosporate in Office
action of send a separaie letter solting & two-month period foe
response. )

The applicant >should<® be given at least two months from
the date of >a<® requirement (0 submit drawings >made in a
separaie letter<. If the requirement for drawings is included in
an Offfice action, the time for supplying the additional drawings
will be the same as the time for response to the Office action.

RECEIPT OF DRAWING AFTER THE FILING DATE

**]f new matter is noticed by the examiner in a substitute or
additional drawing the drawing should not be entered. It should
be objected toas containing new matter. A new drawing without
such new matier may be required if the examiner feels a drawing
is needed under 37 CFR 1.81 or 1.83. The examines’s decision
woulkd be reviewable by petition to the Commissioner under 37
CFR 1.181. The decision on sucha petition would be handled by
the group director.

UNTIMELY FILED DRAWINGS

Ifadrawing is nottimely received inresponse tpa letter from
the examiner which requires adrawing, the application becomes
abandoned for failure to respond.

For the handling of additional, duplicate, or substitute draw-
ing, see >MPEP< § 608.02(h).

608.02(b) Informal Drawings [R-14]

37 CFR 1.85. **>Covrections to drawings.

(a)< The requirementaof § L .84 relating to deawings will be strictly
enforced. A drawing not executed in conformity thereto, if suitable for
reproduction, may be admitted >for examination< but in such case
e5a pew drawing must be furnished.

(b) The Patent and Trademark Office will not relesse drawings in
applicetions heving & filing dete sfter Senuary 1, 1989, or any drawings
from any applications aftes Janusry 1, 1991, for purposes of correction.
If corvections are necessary, oew corrected drawings mustbe submitted
within the time set by the Office.

{c) When comected drawings we required to be submitted at the
tme of ellowence, the applicut is reguired to submit acceptable
drawings within three months from the muiling of the "Notice of
Allowability.” Within thet three-month period, two weelks should be
aliowed forreview of the drawings by the Drafting Brench. if the Office
finds thet correction is necessury, the spplicent must submit 2 new
corrected drawing W the Office within the original tree-month period
0 avoid the neceszity of obleining en entension of timne el paying the
extension fee. Therefore, the applicant should file corrected drawings
&8 3000 &8 possible following the receipt of the Notice of Allowsbility.
The provisions with respect to oblaining e extension of tine relates
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only to the late filing of corvected drawings. The time limis for paymen
of the izsue fee is a fixed thres- mmmwm«m
es set forth in 38 US.C. 151.¢

{Amended, 53 FR 47810, Nov. 28, 1988, effective Jaa. 1, 1989]

In instances where the drawing is such that the prosecution
can be carried on without the corrections, applicant is informed
of the reasons why the drawing is objected to on Form PTO-948
>0r in an examiner's action<, and that the drawing is admitted
for examination purposes only (see MPEP § 707.07(a)). To be
fully responsive, an amendment must include a request for
drawing comections when the application is allowed or an
appeal is filed. See 37 CFR 1.111(b).

INFORMAL DRAWINGS

To expedite filing, applicants sometimes submit applica-
tions with informal drawings. Such applications are accepted by
Application Branch for filing only, provided the informal draw-
ings are readable and reproducible. Applicant is notified on
*tsForm PTO-948< or by Form Paragraph 6.24 that formal
drawings, in compliance with 37 CFR 1.84 will be required
when the application is allowed. **

76.2¢ Informal Drawings

This application bas been filed with informal drawings which are
acceptable for examination purposes only. Formal drawings will be
required when the application is allowed.

HANDLING OF NEW DRAWINGS

In those situations where an application is filed with infor-
maldrawings, applicants are requested to wait until they receive
their “Notice of **>Draftsman’s Patent Drawing Review<”
form, PTO-*>948< or the first Office action utilizing form
PTOL-*>326< or PTOL-37 from the group art unit before
submitting the formal drawings. The letter of transmittal accom-
panying the formal drawings should identify the group art unit
indicated on form PTO-*>948< or form PTOL-326. If the
informal notification appears on form PTOL-37, the date of the
mailing of the Notice of Allowance and Issue Fee as well as the
Issue Batch Number must be given. Also, each sheet of drawing
should include the serial number and group art unit in the upper
right margin. In the past, some drawings have been misdirected
because the group art unit indicatéd on the filing receipt was
used rather than that indicated on the informal notice forms.

The draftsman is the judge of drawings, as @ the execution
of the same, and the arrangement of the views thereon, while the
examiner is the judge as to the sufficiency of the showing. The
drawings received with an application are inspected by the
drafisman. If the drawing is satisfactory, be >or she< stamps on
cach sheet “Approved by Draftsman” >and checks the approved
box on Form PTO-948<. See also MPEP § 608.02.

RECEIPT OF SUBSTITUTE DRAWINGS

If substitute drawings are timely filed, the cletk should
immediately send the new substitute drawings with the file
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COMPARISON OF SUBSTITUTE DRAWINGS

condtmd using any informal eh'awmgs pmescmd. the suffi-
ciency of disclosure, as concerns e subject master claimed,
will be made by the examiner utilizing the informal drawings.
ACCORDINGLY, IT IS APPLICANT'S RESPONSIBILITY
TO SEE THAT NONEW MATTER IS ADDED when submit-
ting substitute drawings, since they will not normally be re-
viewed by an examiner. Of course, if the examiner notices new
matier in the substitute drawings, appropriate action tw have the
new matter deleted should be undertaken.

The Patent and Trademark Office no longer requires a
**comparison fee payment with the submission of formal
sheets of drawings.

608.02(c) Drawing Print Kept in File
Wrapper [R-8]

The drawing prints must always be kept on top of the papers
on the right side of the file wrapper so as to be visible upon
opening the wrapper and o permit them to be easily detached.

Applications may be sent to issue or to the * Files *>Reposi-
tory< without the original drawing, if any, if the drawing cannot
be located. For >an< application sent (o issue with missing
drawings see >MPEP< § 608.02(z). For >abandoned< applica-
tions sent to ¥*>the Files Repositosy<, a notation should be
made on the “Contents” postion of the file wrapper that the
drawings were missing.

Upon initial processing, the original drawings are placed in
the center portion of the application file wrapper underneath the
application papers by the **>Micrograpbics Branch<. The
formal drawings should be retained in this position.

608.02(d) Complete IMlustration in
Drawings [R-8]

37 CFR 1.83. Content of drawing.

(e) The drawing must show every feature of the invention specified
in the claims. However, conventional features disclosed in the descrip-
tion and claims, where their deteiled illustration is not essential for a
proper understanding of the invention, should be illustrated in the
drawing in the form of a graphicel drawing symbol or & labeled
representation (e.g. a labelad rectangulsr box).

(b) When the inventon coasists of an improvement oo an old
machine the drawing must when possible exbibit, in one or more views,
the improved portion itself, disconnected from the old structure, and
also in enother view, 50 much only of the old structure a8 will suffice
w0 show the connection of the invention therewith.

(c) Whege the drawings do not comply with the requirements of
paragraphs (2) and (b) of this section, te examiner shall require such
sdditionsl itlustretion within a time period of not lees than two months
from the date of the sending of s notice thereof. Such corrections are
subject to the requirements of § 1.81(d).
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CD. 43; 164 0.G. 739)
Form Paragraph 6.36 should be used to requise illustration.

§6.36 Drawings Do Not Show Claimed Subject Matter

The drawings are objectad to under 37 CFR 1.83(a). The drawings
must show every feature of the invention specified in the claims.
Therefore, the [1] must be shown or the feature should be cancelled
from the claim. No new matter should be eatered.

Ezaminer Note:

In bracket 1, insest the featres that should be shown.
See also >MPEP< § 608.02(a).

608.02(e) Examiner Determines
Completeness of Drawings

The examiner should see to it that the figures are corvectly

" describedin the brief description of the specification and that the

reference Characters are properly applied, no single reference
character being used for two different parts or for a given part
and amodification of such part, but there should be no superflu-
ous illustrations.

608.02(f) Modifications in Drawings

Modifications may not be shown in broken lines on figures
which show in solid lines another form of the invention. Ex parte
Badger, 1901 C.D. 195; 97 0.G. 1596.

All modifications described must be illustrated, or the text
canceled. (Ex parte Peck, 1901 CD. 136; 96 O.G. 2409.) This
requirement does not apply to a mere reference to minor
variations not to well-known and conventional parts.

608.02(g) Nlustration of Prior Art [R-8]

Figures showing the prior ast are usually unnecessary and
should be canceled. Ex parte Elliots, 1904 C.D. 103; 109 0.G.
1337. However, where needed to understand applicant’s inven-
tion, they may be retained if designated by a legend such as
“Prior Art.”

> If the prior ant figure is not labeled, the following para-
graph may be used.

Figure {1} should be designated by & legend such as “Prior AxC" in
order to clerify what is applicent’s invention. (see MPEP §
608.02(g))-<

608.02(h) Additional, Duplicate or
Substitute Drawings [R-8]

When an amendment is filed stating that at the same time
substitute or additional sheets of drawings are filed and such
drawings have not been transmitted to the examining group, the
docket clerk in the examining group shiould call the Application
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defects in execution will be noted. If there arcaone, they will be
stamped, “APPROVED BY DRAFTSMAN". When such
drawings are considered by the examiner, it should be kept in
mind that the “APPROVED” stamp applies only to the size and
quality of papes, lines rough and blurred and other details of
execution. ** The additional or substitwte drawing sheels
should be entered by the application clerk after spproval by both
the drafisman and the examiner.

The examiner should not overiook such factors as new
matter, the necessity for the additional sheets and consistency
with other sheets. Clerks will routinely “enter” all additional
and substitute sheets on the file wrapper. Additional and substi-
tute sheets of drawings are also indicated on the face of the file
wrapper under the heading “Pasts of application separately
filed”. If the examiner decides that the sheets should not be
entered, applicantis soinformed, giving the reasons. The entries
made by the clerk will be marked “@QLE.)".

Form Paragraph 6.37 should be used to acknowledge cor-
rected or substituted drawings.

§6.37 Acknowledgmens of Corvected or Substituted Drawings
The corrected or substitute drawings bave been received oa [1).
These drawings are {2].

Ezeminer Note:
1. In bracket 2, insest either — acceptable — or — not acceptable.
2. If not acceplable, an explanation must be provided.
3. If not sceeplable because of informalities noted on the PTO-948,
use form peragraph 6.43.

If an additional sheet of drawing is considered unnecessacy
and the original drawing requizres alterations which are taken
care of in the proffered additional sheet, the latter may be used
in lieu of the usual skeich required in making the correction of

the original drawing.

If an old, large size 10 inch by 15 inch drawing is o be
transferved to an application filed after January 1, 1972, the
drawing together with the file wrapper, should be forwarded o
the Drafisman. He will cut down the size of the drawing and
forward the case for preparation of prints. Only the Drafisman
may cut the oversize drawings (o size,

For return of drawing, see SMPEP< § 608.02(y).

608.02(i) Transfer of Drawings From
Prior Applications [R-8)

37 CFR 1.88. Use of old drawings.

If the drawings of a new applicstion are to be identical with the
drawings of a previous spplication of the spplicant o file inthe Office,
oz with part of such drawiage, e old drewings or sny sheets tereof
may be used if the prior applicetion is, or is ebowt to be, shendoned, or
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if the sheets to be used are canceled in the prioe application. The new
application must be sccompanied by a letier requesting the transfer of
the drawinge, which should be completely ideatified.

Transfer of all drawings from a first pending application to
another will be made only **>if the prior application is aban-
doned or is about to be abandoned. If the prior application has
not already been abandoned and if a request to transfer all the
drawings is not accompanied by a written declaration of aban-
donment of the pending application under 37 CFR 1.138, the
request to transfer all the drawings will be treated as arequest to
abandon the pending application. A< written declaration of
abandonment >may be worded by applicant so as o become
effective only after the transfer of the drawings has taken place
in order to insure copendency<.

NEWLY SUBMITTED APPLICATION

““When a new application is filed with a request to transfer
drawings under *>37 CFR< 1.88, the application papers should
include drawing prints to enable the Application >Branch<® to
process the case before transfer of the formal drawings is
effected.**

>The transfer of drawings o newly submitted applications
that have not been forwarded to the examining group will be
effected by the Application >Branch<® if no drawing prints are
filed and the application is otherwise entitled to receive a filing
date. The transfer of the drawings between applications under
37 CFR 1.88 is processed in the examining groups if informal
prints are filed with the application papers.<

The above practice applies (o transfer of drawings from any
application except where the issue fee has been paid in which
case an express abandonment ( >37 CFR<* 1.138) must be filed
together with a **>petition to withdraw from issue under 37
CFR<* 1.313. >See MPEP § 1308.<

REQUEST FOR CHANGES TO THE DRAWINGS
. MADE IN PARENT APPLICATION

Transferred drawings will include all changes that have
been physically made to the drawings at the time of transfer.
Requests for changes that have not been previously made must
be again requested. Accordingly, applicants should include a
new detailed request to make necessary comections when trans-
ferring drawings aloung with the transfer request.

When an application is sent to issue, any canceled sheet of
drawing then in the case is placed on the bottom of the paperson
the right hand flap of the file wrapper. Such canceled sheet is
available for applicant’s use in another application directed o
its subject matter. It follows that, except as peovided in >37
CFR<* 1.174, drawings printed in a patent may wot be trans-
ferred o a subsequent case.
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pertaining thereto have been canceled from the pasent case, the
canceled sheet or sheets of drawing may be withdrawn and used
as the original drawing of the divisional case. The sheets
involved should be taken to the Drafting *>Branch< for erasure
of the “CANCEL per” stamp.

608.02(k) Transfer of Drawings to Reissue
(R-8]

In areissue application, the prints of the original or patented
drawing may be used for examination purposes, and the formal
transfer of the original drawing to the reissue application made
when the reissue application is ready for issue, provided no
change whatever, even so much as the priming of a reference
character, or correction of an obvious error, is made in the
drawing. If there is to be any change whatsoever in the drawing,
a new drawing for (e reissue must be filed.

Ifthereis more than one sheet of original drawing, arequired
change on any sheet will preclude the use of the original
drawings which must be kept in the condition existing at the
time of issue of the original patent. See >SMPEP< § 1413.

Transfer of the drawing is made as set forth in SMPEP< §
608.02(i), notation thereof being entered on the file wrapper of
the original application.

The letier of wransmittal in a reissue application should
reguest transfer of the drawings, if such transfer is desired.

608.02(m) Drawing Prints [R-14]

Preparation and distribution of drawing prints is discussed
in MPEP § 508.

Prints are made of the drawings of an acceptable application.
‘These prints are marked “Prints of drawing as originally filed”
and are entered in the application, given a paper number and
kept on top of the papers on the right side of the file wrapper, see
MPEP § 717.01().

All prints and inked sketches subsequently filed to be partof
the record are endorsed with the date of theirreceiptin the Office
and given teir appropriate paper number.

The peintbeing thus an official paperin the record should not
be macked or in any way altered. The original drawing, of
course, should not be marked up by the examiner. Where, as in
an electrical wiring case, it is desirable, o identify the various
circuits by different colors, or in any more or less complex case,
it is advantageous to apply legends, arrows or other indicia,
*>an< additional print for such use should be made or ordered
by the examiner and placed unofficially in the file.

Prints remain in the file at all tmes except as provided in
MPEP § 608.02(c).
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INTERFERENCE PRINTS

A peint **is prepared of each drawing in all applications
having a filing date. This intecference print **is in addition to
the drawing print on white paper.

Primary examiners should place the classificatior
name of the examiner on the interference peint.

The interference peints are located above the white paper
peints ca the right band portion of the file wrapper, when
initially received in the examining group.

After the application has been classified and assigned to an

- examiner, the interference prints should be removed and placed
in the drawing cabinets.

If an application has several sheets of drawings, the interfes-
ence prints should be stapled together at their bottom edges
before being filed. If the number of sheets of prints is too large
tobe stapled, a fastener should be placed thirough the boles atthe

top

The time when the interference prints are removed from the
drawing cabinets is determined by the group director.

. The *drawings >filed by applicant< remain in the file
wrapper.
608.02(n) Duplicate Prints in Patentability

Report Cases

In patentability report cases having drawings, the examiner
to whom the case is assigned should normally obtain a duplicate
setof the mterference prints of the drawing for filing in the group
to which the case is referred.

When a case that has had patentability report prosecution is
passed for issue or becomes abandoned, notification of this fact
is given by the group baving jurisdiction of the case to each
group that submitted a patentability report. The examiner of
each such reposting group notes the date of allowance or
abandonment on his o her duplicate set of prints. At such time
as these prints becomé of no value to the reporting group, they
may be destroyed.

'608.02(0c) Dates Eatered on Drawing [R-8]

The Incoming Mail Section (masil room) stamp and the
“Corrected™ stamp applied by the Drafting >Branch<® are
impressed on the back of the drawings. If the drawings are filed
in the Examining Group, the group receipt date stamp should be
applied to the back of the drawing near the top.

Approval of the Drafting >Branch<*isindicated by alegend
associated with the “0.G.Fig.CL ... Sub. .. ." stampon the front
of each sheet.

608.02(p) Correction of Drawings [R-8]

37 CER 1.123 Amendments to the drawing.

Nochange in the drawing may be made except by permission of the
Office. Permissible changes in the consiyuction shown in say drawing
may be made oaly by bonded drafizmen, & spplicent’s expense, ot by
the submission of substitute drawings by epplicent. A sketch in
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NOTE., — Coerection is deferrable, see >MPEP< §
608.02(v), comection at allowance and issue, sce >MPEP< §
608.02(w) and >MPEP §< 1302.05.

A canceled figure may be reinstated. An amendment should
be made (0 the specification adding the brief description if a
canceled figure is reinstated,

608.02(g) Conditions Precedent to
Amendment of Drawing [R-14]

No alterations will be permitted unless required by an
examines’s letter in each case, or proposed in writing by appli-
cant o¢ bis or her attorney or ageat. In either case the allerations
of coerections as indicated in the sketches filed with the request
of the applicant or his or her attorney or agent must be given
written approval by the examiner before the drawing is cor-
rected.

Correction of Informalities (Drafisman’s objections on
PTO-948)

Form paragraph 6.40 (reproduced in MPEP § 608.02) and
form PTO-1474 , “Information on how @ effect drawing
changes™>, the back page of the PTO-948< and the back page
of PTOL-37 the “Notice of Allowability” provide detailed
information on how to effect drawing changes.

In order to correct any informalities in the drawings, appli-
cants MUST comply with *(a) **below. Failure to do so will
result in ABANDONMENT of the application.

(a) File new drawings with the changes incorporated therein.
Applicant may delay filing of the new drawings until the
application is allowed by the examiner. If delayed, the new
drawings MUST be filed within the period set for response in the
"NOTICE OF ALLOWABILITY" (PTOL-37). The drawings
should be filed as a separate paper with a transmitial lester
addressed o the Official Deafisman and which indicates the
following in the upper right hand comer:

Date of the Notice of Allowability
Issue Batch Number
Serial Number
BB
Corrections Other Than Informalities Noted by the Drafis-
man on the PTO-948

All changes to the drawings, other than informalities noted
by the Draftsman, MUST be made in the same manner as shove
except that, **normally, a sketch of the changes to be incorpo-
rated into the new drawings MUST be approved by the examiner
before the application will be allowed. **No changes will be
permitted to be made, other than comrection of informalites,
unless the examiner has approved the proposed changes.
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608.02(r) Separate Letter to Draftsman [R-8]

Any proposal by the applicant for amendment of the draw-
ing to cure defects must be embodied in a separate letter,
Otherwise the case, unless in other respects ready for issue,
cannot be corrected, and applicant must be so advised in the next
action by the examiner.

NOTE. — Changes which may require sketches, >MPEP<
§ 608.02(v).

608.0§(t) Cancelation of Figures

Cancelation of one or more figures which do not occupy
entire sheets of the drawings is done by the clerk in the
examining group who encloses a figure and its legend with ared
ink line. No portion of the figure itself should be crossed by the
red line. The words “CANCEL per” and the date of the amend-
ment directing the cancelation or the date that substitute sheets
are filed should be written in red ink within the red line.
Cancelation of an entire sheet of drawings is done by stamping
the words “CANCEL per”' in the top right corner of the drawing.
Canceled drawing sheets should be placed at the bottom of the
papers on the right fold of the file wrapper.

When the cancelation of some of the figures from one sheet
of drawings has left the remaining figures with an inartistic
arrangement, the drafismen should be consulted as to whether
the remaining figures should be transferved to other sheets
already in the case or chown in additional drawings. Cancelation
of a figure may necessitate renumbering of the remaining
figures.

£ 24

608.02(v) Drawing Changes Which
Require Sketches

When changes are to be made in the drawing itself, other
than mere changes in reference characters, designations of
figures, or inking over lines pale and rough, a print or pen-and-
ink sketch showing such changes in red ink must be filed.
Ordinarily, brokea lines may be changed to full without a
sketch.

Sketches filed by an applicant and used for correction of the
drawing will not be returned. All sbch sketches must be in ink
Of permanent peins.

608.02(w) Drawing Changes Which May Be
Made Without Applicant’s Sketch [R-14]

Where an application is ready for issue except for a slight
defect in the drawing not involving change in structuse, the
examiner will prepare a letter indicating the change to be made
and note in pencil on the drawing the addition or alteration to be
made.

The correction must be made **at applicant’s expense.

As a guide to the examiner the following corrections are
illustrative of those that may be made by penciling in the change
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MANUAL OF PATENT EXAMINING PROCEDURE
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$.Changing Roman Numerals to Arabic Numerals to agree
with specification.

6. Adding section lines or brackets, where easily executed.

7. Changing lead lines.

8. Comrecting misspelied legends.

608.02(x) Disposition of Orders for
Amendment of Drawing [R-14]

Where the coerection of the drawing is approved by the
examiner>,< the application snd drawing are forwarded 0 the
Office of Publications along with the Notice of Allowance.

CORRECTION NOT APPROVED

Where the correction is not approved, for example, because
the proposed changes are efronesus, or involve new matier of
(although otherwise proper) do not include all necessary correc-
tioms, the case and request for comrection of drawing are not
approved. The examiner's reasons for not approving the correc-

tions to the drawing should be set forth in the next Office action.

608.02(y) Return of Drawing [R-8]

If there is a formal drawing in the case, non-entered draw-
ings (except those originally filed) that have been finally denied
admission will be returned to the applicant only at applicant’s
request.

A request for return of non-entered drawings must be filed
within a reasonable time; otherwise the drawing may be dis-
posed of at the discretion of the Commissioner.

When a drawing is t0 be returaed, the file, the examiner’s
letter stating that the drawing is being returned, and the drawing
are taken w the Drafting >Branch<® where the letter will be
stamped and the drawing returned. The letter is mailed by the
examining group.

Before drawings are returned, prints are made and putin the

608.02(z) Allowable Applications Needing
Drawing Corrections or Formal
Drawings [R-14]

Allowable applications can be tuned in for counting and
forwarding 0 the Office of Publications without the drawings
baving been corrected. When sending sllowed applications to
the Office of Publications which require drawing corrections,
use yellow tag form PTO-1364%¢, The approved formal draw-
ings requiring correction should be placed as the top papers in
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the center fold of the file wrapper. The drawing comection
instructions should be stapled to the inside left flap of the file
wrapper over (he area having the search information, Care
should be taken to make certain that the corections have been
approved by the examiner. Such approval should be made by the
examiner prioe to counting the allowance of the application.

The yellow tag procedure normally should be used caly
where drawing corections are involved. The yellow tag proce-
dure *>must< be used where the draftsman has objected to the
drawing because of an informality such as improper shading o¢

- pale lines and bhas indicated that this can be corrected.

The yellow tag procedure should not noemally be used in
other situations where *>corrected< drawings >have been filed
but< have not been approved by the draftsman unless the
examiner is quite sure that the draftsman will approve the new
drawings or in the situation where the application was examined
utilizing an informal drawing and the request for formal draw-
ings was not made until the Notice of Allowability was mailed.
The yellow tag procedure should not be used in design applica-
_tions where the drawings have not been approved by the
draftsman because of shading problems which can arise. If the
substitute drawings are not approved by the draftsman, the
application should be promptly taken up for action by the
€xaminer.

To: DRAFTING BRANCH vis OFFICE OF PUBLICATIONS
Retura to: OFFICE OF PUBLICATIONS
Room 2-6C30

Serial no.

0.G. Fig.

Class Subclase

PTO-1364 U.S. DEPT. of COMM. Pat. & TM Office

APPLICATIONS HAVING LOST DRAWINGS

A yellow tag is to be attached to the file wrapper and a
“Drawing Missing” memo is 0 be stapled to the front of the file
wrapper. The Notice of Allowability is verified, and printed
using PALM Il and the Notice is mailed to the applicant,

The application is then forwarded to Licensing and Review
or the Allowed Files and Assembly Branch of the Office of
Publications, as appropriate, using the PALM NI transaction
code afier the application has been revised for issue.

UTILITY PATENT APPLICATIONS RECEIVING
FORMAL DRAWINGS AFTER THE NOTICE OF
ALLOWABILITY

Where substioute drawings are received in utility patent
applications examined with informal drawings and the Notice
of Allowability was mailed prior o the receipt of the substioute
drawings, the clerk should enter the substitute drawings into the
application and forward the application to the Allowed Files and
Assembly Branch of the Office of Publications via Licensing
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BORROWING FILES FROM DRAFTING BRANCH

Allowed files requiring drawing corrections are sent 0 the
drafisman from the Office of Publications. At times examiness
have a need to bosrow these applications. When bomowing
applications, examining corps personnel must submit a request
to the Office of Publications.

37CFR 1.312 AMENDMENTS

In bandling 37 CFR 1.312 amendments, the examining
corps should process drawings canceled in the normal manner.
If there are corrections to the drawing, approval, if appropriate,
is indicated by the examiner on form PTOL-271 in conjunction
with form paragraph 6.48, the paragraph sets the appropriate
period for effecting the approved drawing change.

Y¥6.48 Drawing Changes in 312 Amendmens

Applicant is hereby given one month from the date of this letter or
until the expiration of the period set in the Notice of Allowance (PTOL-
#5) or Notice of Allowability (PTOL-37), whichever is longer, within
which the corrections to the drewings must be executed by a bonded
commerciel drafiaman and the corrected drawings (or the substitute or
additionsl sheet(s) of drawing(s) returned to the Office.

Ezaminer Note:
Use with 312 amendment notice where there is a drawing correc-
tion proposed or requested.

Formal drawings may be required in an allowed application
by using form paragraph 6.25 in an Qffice action.

§6.25 Formal Drawings Requived, Application Allowed
The application baving been allowed, formel drawings are re-
quired in responge tw this Office action.

608.03 Models, Exhibits, Specimens

35 U.S.C. 114. Models, specimens.

‘The Commissiones may require the spplicant to furnish a model of
convenient size to exhibit edventagecusly the several parts of his
invention.

When the invention relstes to a composition of mattes, the Com-
mizgsioner may require the applicent to furnish specimens or ingredi-
ents for the purpoes of inspection or experiment.

37 CFR 1.91. Models not generally reguired as part of application or
pasens.

Models were cnce requized in all cases admitting amodel, as a part
of the application, sad these models became & part of the record of the
patent. Such models are no longer generally required (the description
of the invention in the specification, znd the drawings, must be
sufficiently full and complete, sad capable of being undersiood, to
disclose the invention withowt the 2id of » model), snd will not be
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608.03(a)
almitted unleas specifically called for.

37 CFR 1.92. Model or exhibit may be required.

A model, working model, or other physical exhibit, may be
required if deemed necessary for any purpose on examination of the
application.

With the exception of cases involving perpetual motion, a
model is not ordinarily required by the Office to demonstrate the
operativeness of a device. If operativeness of a device is ques-
tioned, the applicant must establish it o the satisfaction of the
examiner, but be >or she< may choose his >or her< own way of
so doing.

A physical exhibit, not to be part of the case, is generally not
refused except when bulky or dangerous.

37 CFR 1.93. Specimens.

When the invention relates to a composition of matter, the eppli-
cant may be required to furpish specimens of the composition, or of its
ingredients or intermediates, for the purpose of inspection or experi-
ment.

608.03(a) Handling of Models, Exhibits
and Specimens [R-8]

All models and exhibits received in the Patent and Trade-
mark Office should be taken to the examining group assigned
the related application for examination. The receipt of all
models and exhibits must be properly recorded on the “Coa-
tents” postion of the anplication file wrapper.

A label indicating the application serial number, filing date,
andattorney's name and address should be attached to the model
or exhibit so that is is clearly identified and easily returned after
prosecution of the application is closed, if retum is requested.

If the model orexhibitis too large to be kept in the examining
group during prosecution of the application, it should not be
accepled.

37 CFR 1.94. Return of models, exhibits or specimens.

Models, exhibits, or specimens in applications which have become
abandoned, and also in other applications on conclugion of the prose-
cution, may be returned to the epplicant vpon demand end &t bis
expense, unless it be deemed necessary that they be preserved in the
Office. Such physical exhibits in countested cases may be retirned to the
parties at their expense. If not claimed within & ressonsble time, they
may be disposed of at the discretion of the Commissioner.

When a2 model is to be returned a letter should be written o
applicantby the examining group stating that it is being returned
under separate cover and the model should be forwarded witha
copy of the letter and an address label to the Outgoing >-
Incoming< Mail Branch for wrapping and return.

NOTE. — Disposition of exhibits which are part of the
recoed, >MPEP< § 715.07(d).

Models, exhibits and specimens may be presented to the
Office for purposes of interview and taken away by the attorney
at the end of the interview. See >SMPEP< § 713.08.

NOTE. — Plant specimens, >MPEP< § 1607, 37 CFR
1.166.
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608.04 New Matter [R-8]

37 CFR 1.118. Amendment of disclosure.

(a) No amendment shall introduce new matier into the disclosure
of an spplication afer filing dste of the application (§ 1.53(b)). All
amendments @ the specification, including the clsims, snd the draw-
ings filed after the filing date of the applicstion mustconform to st least
oue of them as it was at the time of the filing of the spplicstion. Matter
not found in eithes, involving a departure from or an eddition o the
original disclosurs, cennot be added o the application after its filing
date even though supported by an oath or declezation in sccordance
with § 1.63 or § 1.67 filed after the filing date of the application.

(b) ¥f it iz determined that en amendment filed after the filing date
of the application introduces new malter, claims containing hew malter
will be rejected and deletion of the new matter in the specificetion and
drawings will be required even if the amendment is sccompaniedby an
oath or declaretion in sccordance with § 1.63 or § 1.67.

In establishing a disclosure applicant may rely not oaly on
the specification and drawing as filed but also on the original
claims if their content justifies it. Note >MPEP< § 608.01Q).

While amendments to the specification and cleims involv-
ing new matter are ordinarily entered, such matter is reguired to
be canceled from the descriptive portion of the specification,
and the claims affected are rejected >under 35 U.S.C. 112, first
paragraph<.

>When new maiter is introduced into the specification, the
amendment should be objected w under 35 U.S.C. 132 (35
U.S.C. 251 if a reissue application) and a requirement made to
cancel the new matter - clearly identified by the examines. If the
new matier has been entered into the claims or affects the scope
of the claims, the claims affected should be rejected under 35
US.C. 112, first paragraph, because the new matter is not
described in the application as originally filed.<

A “new mater” amendment of the drawing is ordinarily not
eatered. Neither is an additional or substitute sheet containing
“pew mattes™” even though stamped APPROVED by the Drafits-
man and provisionally entered by the clerk. See SMPEP< §
608.02(h).

The examines’s bolding of new matter may be petitionable
or appealable, >MPEP< § 608.04(c).

NOTE. — New matter in reissue application, >SMPEP< §
1411.02. New matter in substitute specification, >MPEP< §
714.20.

608.04(a) Matter Not in Original Specification,
Claims or Drawings

Maiter not in the original specification, claims or drawings
is usually new matter. Depending on ciscumstances such as the
adequacy of the original disclosure, the addition of inherent
characteristics such &s chemical or physical properties, 2 new
structural forowula or a new use may be new matier. See Exparte
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Vander Wal et al., 1956 C.D. 11; 705 O.G. 5 (physical proper-
ties), Ex parte Fox, 1960 CD. 28; 761 0.G. 906 (new formula)
and Ex parte Ayers et al., 108 USPQ 444 (new use). Forrej
of claim involving new matter see >MPEP< § 706.03(0).
NOTE. - Completeness of disclosure, >MPEP< §
608.01(p): Trademarks and trade names, >MPEP< § 608.01(v).

608.04(b) New Matter by Preliminary
Amendment [R-14]

_ Anamendment is sometimes filed along with the filing of
the application. Such amendment does not enjoy the status as
part of the original disclosure in an application filed under 37
CFR 1.53 unless it is referred to in the oath o declaration filed
therewith>.< Once an oath or declaration is submitted in an
application filed under 37 CFR 1.53 identifying the papers
which the inventor(s) bas "reviewed and understands” as re-
quired by 37 CFR 1.63, the original disclosuze of the application
is defined and cannot be altered merely by filing of a subsequent
oath or declaration referring to different papers. *¥>lf< the
- application is filed without an executed oath or declaration
pursuant to 37 CFR 1.53(b), the griginal oath or declaration
submitted later than the filing date must refer to the preliminary
amendment filed along with the application in order **>to
comply with 37 CFR 1.63<.
" An amendment which adds additional disclosure filed with
a request for a continuation-in-part application under 37 CFR
1.62 is antomatically coasidered apart of the original disclosure
of the application by virtue of the rule. Therefore, the cath or
declaration filed in such an application must identify the amend-
mentadding additional disclosure as one of the papers which the
inventoe(s) has "reviewed and understands” in order o comply
with 37 CFR 1.63. If the original cath or declaration submitted
in a continuation-in-part application filed under 37 CFR 1.62
does not contain a reference to the amendment filed with the
request foran application under 37 CFR 1.62, the examiner must
require a supplemental oath or declaration referring to the
amendment.

608.04(c) Review of Examiner’s Holding
of New Matter

Where the new matter is confined to amendments to the
specification, review of the examiner’s requirement for cancel-
lation is by way of petition. But where the alleged new matter is
introduced into or affects the claims, thus necessitating their
rejection on this ground, the question becomes an appealable
one, and should not be coansidered on petition evea though that
new matter has been introduced into the specification also, 37
CFR 1.181 and 1.191 afford the explanation of this seemingly
inconsistent practice as affecting uew matter in the specifica-
tion.
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procedure or task such a8 solve a problem, regulaie the flow of work in
& computes, or control or mouitor events. Computer program listings

may be submitted in patent epplications in the following forms:

(2) Maserial which will be printed ir the patens. I the computer
program listing is contsined on 10 printout pages or lese, it must be
submitted either 2 drawings or 85 pext of the specification.

(1) Drawings. The listing may be submitted in te menner and
complying with therequiremeants for drawings ez providedin § 1.84. At
lzast one figure oumeral is required on each sheet of drawing.

(2) Specification. (i) The listing may be submitted as past of the
specification in accordance with the provisicns of § 1.52, st theend of
the description but befoze the cleims.

(ii) The listing may be submitied a5 pant of the specification in
the form of computer printout sheets (commonly 14 by 11 inches in
size) for use as “camers ready copy™ when & patent is subsequently
printed. Such computer printout sheets must be original copies from
the computer with dark solid black lettess not less than 6.21 em high,
on white, unsheded and unlined peper, the printing on each sheet must
be limited to an erea 9 inches bigh by 13 inches wide, and the sheets
should be submitiad in & protective cover. When printed in patents,
such computer printowt sheets will appear ot the end of the description
but before the claims and will usually be reduced shout 1/2 in size with
two printout sheets being printed as one patent specification page. Any
amendments must be made by way of submission of a substitute sheet
if the copy is to be used for camers ready copy.

(b) As an appendix which will not be printed If 8 computer
program listing printout is 11 or more pages long, applicants may
submit such listing in the form of microfiche, referred @ in the
specification (see § 1.77(c)2)). Such microfiche fled with a patent
application is to be referred 0 a8 8 “microfiche sppendiz.” The
“microfiche appendin” will not be pertof the printed patent. Reference
in the spplication o the “microfiche sppendin” should be mede o the
beginning of the specification e the locetion indicated in § 1.77(cH2).
Any amendments thereto must be made by way of revised microfiche.
All computer program listings submitted on paper will be printed as
peet of the palent.

(1) Availability of appendix. Suchcomputer program listingson
microfiche will be wveilable o the public for inspection, and **
microfiche copies thereol will be *availsble for purchese >with the file
wrapper and conteniz<, afier o pelent based on such an application is
granted or the spplication is otherwise made publicly available.

(2) Submission requirements. Computer-genersted information
submitted 28 en eppendix © e spplication for patent shall be in the
form of microfiche in sccordance with the standards set forth in the
following Americen Nutivael (ANST) or Nations!l Micrographics As-
sociation (NMA) Stendends (Note: As new editions of thess standards
are published, the latest shall apply):

ANSI PH 1.28-1976-Specificstions for Photographic Film for
Archival records, Silver-Gelatia Type, on Celluloes Estor Baze.

ANSI PH 1.41-1976 Specifications for Photographic Film for
Azchivel Records, Silver-Gelatin Type, on Polyesior Bess.
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NIMA-MSI (1971) Quality Standards for Computer Output Micro-
filen.

ANS1/NMA MS2 (1978) Format and Coding Standards for Com-
puter Qutput Microfilm.

NMA MSS (ANSI PH 5.9-1975) Microfiche of Documents,

ANSI PH 2.19 (1959)-Diffuse Transmission Density.
excepx as modified or clarified below:

(i) Either Computer-Output-Microfilm (COM) output or copies
of photographed paper copy may be submitied. In the former case,
NMA standards MS1 2nd MS2 apply; in (e latier case, standard MS5
applies.

(ii) Film submitted shall be first geneeation (camers {ilm) nege-
tive appeering microfiche (with emulsion ca the back side of the film
when viewed with the images right reading).

(iii) Reduction ratio of microfiche submitied should be 24:1 or 2
similar ratio where vagiation from said ratio is required in ordez to fit
the documents into the image ares of the microfiche format used.

(iv) Film submitted shall have a thickness of at least .00S inches
(0.13 mm) end not more than .009 inches (0.23 mm) for either cellulose
acetate base or polyester base type.

(v) Both microfiche formats Al (98 frames, 14 columns x 7rows)
and A3 (63 frames, 9 columns x 7 rows) which are described in NMA
standard MS2 (A is also described in MS5) are acceptable for use in
preperation of microfiche submitted.

(vi) At least the left-most 1/3 (50 mm x 12 mm) of the header or
tile ares of each microfiche submitted shall be cleer or positive
appeering so that the Patent ead Trademark Office can apply serial
number and filing date thereto in an eye-readable form. The middle
portionof the header shall be used by applicant to apply en eye-resdable
application identification such as the title and/or the first inventos’s
name. The attosney's docket number may be included. The final right-
hand portion of the mic: ofiche shall contain sequence informstion for
the microfiche, such a8 1 of 4, 2 of 4, elc.

(vii) Additonal requirements which epply specifically to micro-
fiche of filmed paper copy:

(A) The first frame of each microfiche submitted shall contain
astandard test target which contains five NBS Micro-copy Resolution
Test Chasts (No. 1010A), one in the center and one in each corner. See
illustration on page 2 of NMA Recommended Practice MS104, Inspec-
tion and Quality Control of First Generation Silver Halide Microfilm.
See also paragraph 7 of NMA-MSS.

(B) The second frazne of each microfiche submitied must
coutain a fully descriptive title and the inventor’s name &s filed.

(C) The pages or lines sppesring oo te microfiche frames
should be consecutively nusnbered.

(D) Pagination of the microfiche frames shall be from left to
right and from top o bollom.

(E) At areduction of 24:1 resolution of the original microfilm
shall be at least 120 lines permun (5.0taeget) eo thatreproduction copies
may be expected to comply with provisions of paragreph 7.1.4 of NMA
Standard MSS.

(F) Background density of negetive eppesring camera mastes
microfiche of filmed peper documents shall be within the range of 0.9
to 1.2 and line density should be no greater than 0.08. The density shall
be visual diffuse deasity as messured using the method described in
ANSI Standard PH 2.19.

(G) An index, when included, should eppew in the last frame
(lower right band corner when dats is right-reading) of eech micro-
fiche. See NMA-MSS, peragraph 6.6.

(viii) Microfiche genersted by Computer Output Microfilm
(COM).

(4) Background density of negutive-eppesring COM-gener-
ated camera master miceofiche shall be within the venge of 1.5 0 2.0
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(D) The peges or lines W on the mmﬁem &m
should be consecutively numbered,

(B) Itis preferred that pegination of the micioficbe frames be
from left to sight and top t bottom but the altemative, ie., from top®
bottom end from leR w right, is also acceptable.

(F) Anindex, when included, should appear on the last frame
(lowerright band corner when dataissightreading) of cach microfiche.

(G) Amendment of microfiche must be made by way of
replacement microficke.

**+Special procedures for presentation of compuler pro-
gram listings in the form of microfiche in >U.S. national< patent
applications >are set forth in 37 CFR 1.96<. Use of microfiche
is desirable in view of the number of computer program listings
being submitted as part of the disclosure in patent applications.
Such listings are often several hundred pages inlength. By filing
and publishing such computer program listings on microfiche
rather than on paper, substantial cost savings can result to the
applicants, the public, and the Patent and Trademark Office.

BACKGROUND

A computer program listing, as used in these rules, means
the printout that lists, in proper sequence, the instructions,
routines, and other contents of a program for a computer. The
listing may be either in machine or machine-independent (0b-
ject or source) programming language which will cause a
computer to perform a desired task, such as solving a problem,
regulating the flow of work in computer, or controlling or
monitoring events. The general description of the computer
program listing will appear in the specification while computer
program listing may appear either directly or as a microfiche as
appendix to the specification and be incorporated into the
specification by reference.

DISCUSSION OF THE BACKGROUND AND MAJOR
ISSUES INVOLVED

The provisions of 37 CFR 1.52 and 1.84 for submitting
specifications and drawings on paper have been found suitable
for most patent applications. However, when lengthy computer
program listings must be disclosed in a patent application in
order (o provide a complete disclosure, use of paper copies can
become burdensomse.

The cost of printing long computer programs in patent
documents is alsp very expensive to the Patent and Trademark
Office.

In the past, all disclosures >forming< part of a patent
application were presented on peper with the exception of
microorganisms. Under >37 CFR<® 1.96, several different
methods for submiting computer program listings, including
the use of microfiche are set forth,

600 - 64



PARTS, FORM AND CONTENT OF APPLICATION

Relatively short computer program listings (10 pages or
less) must be submitted on paper and will be printed as part of
the patent, If the computer program lsting is 11 or more pages
in length, it may be submitted o either paper or microfiche,
although microfiche is preferred.

Copies of publicly available computer program listings
>are<* available from the Patent and Trademask Office®* on
paper >and on microfiche at the cost set forth in 37 CFR
1.19(a)(5) and (6).<**

OTHER INFORMATION

The micrographic standards referred to in >37 CFR<®*
1.96(b)X2) may be obtained from either the National Microgra-
phic Association, 8719 Colesville Road, Silver Spring, Mary-
land, 20910 or the American National Standards Institute, 1430
Broadway, New York, New York 10018.

The effect of >37 CFR<* 1.96 is that if a computer program
listing (printout) is 11 or more pages long, the applicant may

- submit such listing in the form of microfiche. Relatively short

+

computer program listings (10 pages or less) must be submitted
on paper and will be printed as part of the patent, as in the past.
When the computer program listing is 11 or more pages in
length, it may be submitted on either paper or microfiche,
although microfiche is preferred. A microfiche filed with a
patent application will be referred to as a “Microfiche Appen-
dix,” and will be identified as such on the fiont page of the
patent, but will not be part of the printed patent. “Microfiche
Appendix,” denotes the total microfiche, whether only one, or
two or more. One microfiche is equivalent (0 a maximum of
either 63 (9x7) or 98 (14x7) frames (pages), or less.

The face of the file jacket will bear a label to denote that a
Microfiche Appendix is included in the application. A statement
must be included in the specification to the effect that a micro-
fiche appendix is included in the application. The specification
entry must appear at the beginning of the specification immedi-
ately following any cross reference to related applications, 37
CFR 1.77(c)X2). The patent front page and the Official Gazette
entry will both contain information as to the number of micro-
fiche and frames of computer program listings appearing in the
microfiche appendix.

When an application containing microfiche is received in
the **Correspondence >and Mail Division<, a special pocket
will be affixed to the centér section of the inside of the file
wrapper undesrneath all papers, and the microfiche inserted
therein. The application file will then proceed on its normal
course, and when it reaches the Application >Branch<, a label
which sticks up above the file wrapper will be placed at the
center section of the face of the wrapper. Whean the application
file reaches the **>Micrographics< Division, the Microfiche
Appendix label will be placed o the face of the file wrappes.
When the Allowed Files >and Assembly Branch<® of **>the
Office of Publications< receives the application file, the person
placing the patent number on the face of the file, upon seeing the
Microfiche Appendix label, will give the file to the Supervisor
who will call >Micrographics< Division and give the serial
number and patent number, and request copies of the micro-
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the grant bead and one for the Gile wrapper.

At the time of assembly, the Microfiche Appendix will be
placed inside the grant bead behind the patent grant for eyelet-
ting, ribboning, and mailing to the patentee/attorney. During the
signing of the grant heads by the Attesting Officer, the patent
will be checked to assure proper assembly prior to mailing.

609 Information Disclosure Statement [R-14]

37 CFR 1.97 Filing of information disclosure statement.

(a) **>In order to have information considered by the Office
during the pendency of a patent spplication, an information disclosure
statement in complisnce with § 1.98 should be filed in sccordence with

(b) An information disclosure statement shell be considered by the
Office if filed:

(1) Within three months of the filing dste of a national application;

(2) Within three months of the date of entry of the national stage
as set forth in § 1.491 in an international application; or

(3) Before the mailing date of e first Office action on the merits,

whichever event occure last.

(¢) An informetion dizclosure stetement shall be considered by the
Office if filed after the period specified in paragraph (b) of this section,
but before the mailing date of either:

© (1) A final action under § 1.113 or

(2) A notice of sllowance under § 1.311,

whichever occuse first, provided the statement is accompanied by
either a ceztification s specified in peragreph (3) of this section or the
fee et forth in § 1.17(p).

(d) An information disclosure statemnent shall be considered by the
Office if filed afier the mailing date of either:

(1) A finel action under § 1.113 or

(2) A notice of allowance under § 1.311,

whichever cccurs firet, but before payment of the issue fee,
pEovided the ststement is sccompenied by:

(?) A ceatification &s gpecified in paregraph () of this section,

(ii) 4 petition requesting consideration of the information dis-
closure statement, and

(iii) The petition fee set forth in § 1.17{)1).

(8) A certification uader this section must state eithes:

(1) That each item of information contained in the information
disclosure statement wes cited in 8 comununicetion from a foreign
petent office in & counterpart forcign application not more than three
moats prics (o te filing of the statement, or

(2) That oo item of information contsined in the information
discloeuse siatement was ciled in a communication from a foreign
patent office in & counterpert foreign application or, to the knowledge
of the pergon signing the certification after tnalking ressonable inguiry,
was known to any individasl designsted in § 1.56(c) more then three
mounths prioe (o the filing of the siatement.

(f) No extensions of tme for filing en information disclosure
statement e permiited under § 1.136. If a boue fide sttempt is made
to comply with § 1.98, but pastof the reguired content is inadvertently
omitted, additional time may be givea to enable full compliance.

{2) An information disclosure statement filed in accordance with
this section shell not be corstrued 98 e representation thet 8 sesrch hes
been made.
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(b) The filing of an information disclosure statement shall not be

construed to be an admissioa that the information cited in the statement

, of is considered to be, material to patentability as defined in
§ 1.56(b).

(i) Information disclosure stalements, filed before the grantof 2
patent, which do not comply with this section and § 1.98 will be placed
in the file, but will not be considered by the Office.<

fAmended, $7 FR 2021, Jan. 17, 1992, effective Maz. 16, 1992}

37 CFR 1.98 Content of information disclosure statemen.

(2) **>Any information disclosure statemeat filed under § 1.97

shall include:
(1) A list of all patents, publications or other information subzmit-
ted for consideration by the Office;
(2) A legible copy of :
(i) Each U.S. and foreign pateat;
(i) Each publication or that portion which caused it to be listed;
and
(ii1) All other information or that portion which caused it to be
listed, except thatnocopy of aU.S. pateat epplication need beincluded;
and
-(3) A comcise explanation of the relevance, as it is presently
understood by the individual designated in § 1.56(c) mostknowledge-
able about the content of the information, of each patent, publication,
or other information listed that iz not in the English language. The
concise explanation may be either separate from the specification or
incorporated therein.

(b) Each U.S. patent listed in & information disclosure statement
shall be identified by patentee, pateat number and issue date. Each
foreign patent or published foreign patent application shall be ideati-
fied by the country or patentoffice which issued the patent or published
the application, an appropriste document number, and the publication
date indicated on the patent or published application. Eech publication
shall be identified by suthor (if any), title, relevant pages of the
publication, date and place of publication.

(c) When the disclosures of two or more patents or publications
listed in an information disclosuse statement ere substantively cumu-
lative, a copy of oae of the patents or publications may be submitted
without copies of the other patents or publications provided that a
statement is made that these other patents or publications are cumule-
tive. If a written English-langusge translation of & non-English lan-
guage document, or portion thereof, is within the possession, custody
or control of, or is reedily availeble to any individual designated in
§ 1.56(c). a copy of the translation shall eccompany the statament.

(d) A copy of any petent, publicetion or other information listed in
an information disclosure statement is not required W be provided if it
was previously cited by or submitted to the Officein aprior application,
provided (hat the grior application is properly identified in the state-
ment and relied upon for en easlier filing date under 35 US.C. 120.<

[Amerded, S7 FR 2028, Jea. 17, 1992, effective Mae. 16, 1992]

**> Applicants and other individuals substantively involved
with the prepasation and/or prosecution of a patent application
have a duty to submit to the Office information which is material
to patentability as defined in 37 CFR 1.56. These individuals
also may want the Office to consider information foe a variety
of other reasons, e.g., without first determining whether the
information meets any particular standard of materiality, or
becaunse another patent office considered the information o be
relevant in a counterpart or related patent application filed in
another country, of @ make sure that the examiner has an
opportunity to consider the same information that was coasid-
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which became effective on March 16, 1992, w encourage
individuals associated in a substantive way with the filing and
prosecution of a patent application to submit information to the
Office so the examiner can determine its relevance to the
claimed invention. The procedures for submitting an informa-
tion disclosure statement under the new rules are designed w0
encourage individuals to submit information w the Office
promptly.

In czderto bave information considered by the Office during
the pendency of a patent application, an information disclosure
statement in compliance with 37 CFR 1.98 as to content must be
filed in accordance with the procedural requirements of 37 CFR
1.97. The requirements as to content are discussed in A below.
The requisements based on the time of filing the statement are
discussedin B below. Examiner handling of information disclo-
sure statemeats is discussed in C below.

The Office bas set forth the minimum requirements for
information to be considered in 37 CFR 1.97 and 1.98. Once the
minimum requirements are met, the exaniner has an obligation
to consider the information. These rules provide certainty for
the public by defining the requirements for submitiing informa-
tion to the Office so that the Office will consider information
before a patent is granted. Information submitted to the Office
that does not comply with the reguirements of 37 CFR 1.97 and
1.98 will not be coasidered by the Office, but will be placed in
the application file.

The filing of an information disclosure statement shall not
be construed as a representation that a search bas been made. 37
CFR 1.97(g). There is no requirement that an applicant for a
patent make a petentability search. Further, the filing of an
information disclosure statement shall not be construed to be an
admission that the information cited in the statement is, or is
cousidered to be, material t patentability as definedin 37 CFR

" 1.56(b). 37 CFR 1.97(h). See MPEP § 706.02(b) regarding

admissious by applicant.

Multiple information disclosure statements may be filed in
a single application, and they will be considered, provided each
isincompliance with the appropriate requiremnents. Useof forin
PTQO-1449, “Information Disclosure Citation,” isencouraged as
a means (o provide the required list of information. See C(2)
below.

Information which is cited or submitied to the Office in the
parent application of a file wrapper continuing application
under 37 CFR 1.62 will be part of the file before the examiner
and need not be resubmitied in the continuing application.
Likewise, the examiner will consider information cited or
submitted to the Office in a parent application when examining
a countinuing application, and a list of the information need not
be submitted in the continuing application unless applicant
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desires the information to be printed on the patent.
4. CONTENT

An information disclosure statement must comply with the
provisions of 37 CFR 1.98 as to content in order 0 be considered
by the Office. Each information disclosure statement must
comply with the applicable provisions of A(1), A(2) and A(3)
below.

A4.(1) Each information disclosuse statement must include g list
of all patents, publications, or other information submitted for
consideration by the Office.

37 CFR 1.98(b) requires that each U.S. patent listed in an
information disclosure statement be identified by patentee,
patent number, and issue date. Each foreign patent or published
foreign patent application must be identified by the country or
patent office which issued the patent or published the applica-
. tion, an appropriate document numbez, and the publication date
indicated on the patent or published application. Each publica-
tion must be identified by author (if any), title, relevant pages of
the publication, date (at least moath and year) and place of
publication. The place of publication refers to the name of the
jourual, magazine or other publication in which the information
being submived was published.

‘To comply with this requirement, the list may not be incoe-
porated into the specification but must be submittedin a separate
paper. A separate list is required so that it is easy to confirm that
applicantintends to subemit an information disclosure statement,
and because it provides a readily available checklist for the
examiner to indicate which identified documents have been
considered. A copy of a separate list will also provide a simple
means of communication (0 applicant to indicate the listed
documents that bave been considesed and those listed docu-
ments that have not been considered. Use of form PTO-1449,
“Information Disclosure Citation,” is encouraged. See C(2)
below.

A.(2) In addition to the list, each information disclosure state-
ment must also include a legible copy of:

(DEach U.S. and foreign patent;

(ii)Each publication or that portion which caused it to be
listed; and

(iii)All other information or that portion which caused it to
be listed, except that no copy of a U.S. patent application need
be included.

There are exceptions to this general rule that a copy mustbe
provided. First, 37 CFR 1.98(d) states that a copy of any patent,
publication or other information listed in an information disclo-
sure statement is not required to be provided if it was previously
cited by or submitted e the Office in & prior application,
peovided that the prior application is peoperly identified in the
statement and relied upon for an earlier filing date under 35
U.S.C. 120. The examiner will consides information cited or
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information to the new applicati

relevance of the information dﬁﬁers from s relevance as
explained in the prioe application. See A(3) below.

Second, 37 CFR 1.98(c) states that when the disclosures of
two or more patents or publications listed in an information
disclosure statement are substantively cumulative, acopy of one
of the pateats or publications may be submitted without copies
of the other patents or publications provided that a statement is
made that these other patents or publications are cumulative.
The examiner will then coasider only the patent or publication
of which a copy is submitted and will so indicate on the list or
form PTO-1449 submitied, e.g., by crossing out the listing of the
cumulative information.

37 CFR 198(c) further states that if a written English
language translation of a non-English language document, or
portion thereof, is within the possession, cusiody or coatrol of,
or is readily available to any individual designated in 37
CFR 1.56(c), a copy of the translation shell accompany the
statement. Translations are not required to be filed unless they
have been reduced to writing and are actually trensistions of
what is contained in the non-English language information. If
no translation is submited, the examiner will consider the
information in view of the concise explanation and insofar as it
is understood on its face, e.g., drawings, chemical formulas,
English language abstracts, in the same manner that non-
English language information in Office search files is consid-
ered by examiners in conducting searches.

A.43) Each information disclosure statement must fusther in-
clude a concise explanation of the relevance, as it is presently
understood by the individual designatedin 37 CFR 1.56{(c) most
knowledgeable about the coatent of the information, of each
patent, publication, of other information listed that is potinthe
English language. 'lhecoucnseexpMmmaybeeMetscpa-
rale from the specification or incorporated therein

The requirement for a concise explanation of relevance is
limited to information that is not in the English language. The
explanation required is limited to the relevance as understood by
the individual designated in 37 CFR 1.56(c) most knowledge-
able about the comtent of the information at the time the
information is submitied to the Office. If a wranslation of the
information into English is submitted with the foreign language
information, no concise explanation is required. An English-
langusge equivalent application may be submitted to fulfill this
requirement if it is, in fact, a ansiation of a foreign language
application being listed in an information disclosure statement.
There is norequirement for the translation to be verified. Where
the information listed is not in the English language, but was
cited in a search report or other action by a foreign patent office
in a counterpast foreign application, the requirement for o
Bev. 14, Nov. 1992
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indicates the degree of relevance found by the foreign office.
This may be an explanation of which postion of te reference is
particulasly relevant, wmmnmmmym
*X", "Y" or "A" indication on a seasch report. The requiremes

for a concise explanation of noa-English language W’mm
would not be satisfied by a statement that a reference was cited
in the prosecution of a parent, related, or copending United
States application,

The concise explanation may indicate that a particular figure
or paragraph of the patent or publication is relevant to the
claimed invention. It might be a simple statement pointing to
similarities between the item of information and the claimed
invention. It is permissible but not necessagy to discuss differ-
ences between the cited information and the claims.

Applicants may, if they wish, provide a concise explanation
of why English-language information is being submitied and
how it is understood to be relevant. Concise explanations are
belpful o the Office, particularly where documents are lengthy
and complex and applicant is aware of a section that is highly
relevant to patentability or where a large number of documents
are submitted and applicantis aware that one or more are highly
relevant to patentability.

B IIMEFOR FILING

The procedure and requirements for submitting an informa-
tion disclosure statementare linked to four stages in the process-
ing of a patent application: (1) within three months of filing, oc
before first Office action, whichever is later; (2) afier the period
in (1), but before final Office action or a Notice of Allowance,
whicbever is earlier; (3) after the period in (2) but on or before
the date the issue fee is paid; and (4) after the period in (3) and
up o the time the patent application can be effectively with-
drawn from issue. The procedures and requirements apply
applications filed under 35 U.S.C. 111 (udlity), 161 (plants),
171 (designs), and 251 (reissue), as well as international appli-
cations entering the national stage under 35 US.C. 371.

The requirements based on the tme when the information
disclosure statement is filed are summarized as follows.

limewhenIDSisfiled 32CFRL2]Requirements

(1) Within 3 months of filingor~  Noae (always
before first Office action on coagidered).
the merits, whichever is later.

(2) After (1) but before final Cenification or
action or notice of allowance. 1.17(p) fee.

(3) After final action or notice Certification,
of allowance and before pay- petition, and
ment of issue fee. petition fee.

B.(1) Statement filed BEFORE first action on the merils o
within three (3) months of actual filing date (37 CFR 1.97(b)).
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stageas setfoethin37CFR 1.401 inaninseraation ‘
or

(iii) before the mailing date of a first Office action on the
merits,

whichevereventoccurslast. A statement filed within this period
requires neither a fee noe a certification of prompt filing.

The term “national application”™ mclud&smnumgapph-
cations (comtinuations, divisions, coatinuations-in-past) so
theee-months will be measured from the actual filing date of an
application asopposed to the effective filing date of acontinuing

Al information disclosure statements that comply with the
content requirements of 37 CFR 1.98 and are filed within three
months of the filing date will be considered by the examiner,
regardiess of whatever else has occurred in the examinstion
process up to that point in time. Thus, in the rare instance thata
final Office action or a notice of allowance is prepared and
mailed prior to a date which is three months from the filing date,
any information contained in a complete information disclosure
statement filed within thes diree-month window will be consid-
ered by the examines.

Likewise, an information disclosure statement will be con-
sidered if it is filed later than three months after the filing date
but before the mailing date of a first Office action on the merits.
An action on the merits means an action which treats the
patentability of the claims in an application, as opposed to only
formal or procedural requirements. An action on the merits
woild, for example, contaip a rejection or indication of
allowabillity of a claim or claims rather than just a restriction
requirement (37 CFR 1.142) or just arequirement for additional
fees 0 have a claim considered (37 CFR 1.16(d)). Thus, if an
application was filed on January 1 and the first Office action on
the merits was not mailed until six months later on July 1, te
examiner would be required to consider any peoper information
disclosure statement filed prioe o July 1.

An information disclosure statement will be considered to
have beean filed on the day it was received in the Office, oron an
earlier date of mailing if accompenied by a properly executed
cegtificate of mailing wnder 37 CFR 1.8, or Express Mail
certificate under 37 CFR 1.10. AnOfficeactionismailedon the
dste indicated in the Office actioa.

B3 Statement filed afier B(1), but BEFORE mailing of final
action or notice of allowance (37 CFR 1.97(c)).

Anhfumﬁmdisdommmwiﬂbemﬁdmdhy

the examiner if filed after the pesiod specified in B(1) above, bt
before (vot on the same day as) the mailing date of cither
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a final action undes 37 CFR 1.113 e.g., final rejection

notice of allowability, or
a notice of allowance under 37 CFR 1.311,
nied by either a certification as in 37 CFR 1.97(c) or

(2) the fee set forth in 37 CFR 1.17(p). If a final action or notice
of allowance is mailed in an application and later withdrawn, the
application will be considered as not having had a final action
or notice of allowance mailed for purposes of considering an
information disclosure statement.

(i) Ifinformation submitted during the period set forth in 37
CFR 1.97(c) with a certification is used in a new ground of
rejection on unamended claims, the next Office action will not
be made final since in this situation it is clear that applicant has
submitted the information to the Office promptly after it has
become known and the information is being submitted prior to
a final determination on patentability by the Office. The infoe-
mation submitted with a certification can be used in a new
ground of rejection and the nex¢ Office action made final,
however, if the new ground of rejection was necessitated by
amendment of the application by applicant. Where the informa-
tion is submitted during this period with a fee, the examiner may
use the information submitied, e.g., printed publication o
evidence of public use, and make the next Office action final
whether or not the claims have been amended, provided that o
other new ground of rejection which was not necessitated by
amendment to the claims is introduced by the examiner. See
MPEP § 706.07(a). If a new ground of rejection is introduced
that is neither necessitated by an amendment to the claims nor
based on the information submitied with the fee set forth in 37
CFR 1.17(p), the Office action shall not be made final.

(i1) A certification under 37 CFR 1.97(e) must state either
(a) that each item of information contained in the informa-
tion disclosure statement was cited in a communication from a
foreign patent office in a counterparnt foreign application not
more than three mouths prioe to the filing of the statement, or

(b) that no item of information contained in the information
disclosure statement was cited in a communication from &
foreign patent office in a counterpart foreign application or, 0
the knowledge of the person signing the certification after
making reasonable inquiry, was known (0 any individual desig-
nated in 37 CFR 1.56(c), mofe than three months prior to the
filing of the statement.

A certification can contsin either of two statements. One
statement is that each item of information in an information
disclosure statement wes cited in a communication, such as a
search repoet, from a patent office outside the U.S. in a counter-
part foreign application not more than three months prior to the
filing date of the statement. Under this certification, it does not
matter whether any individual with a duty of disclosure actually
knew about any of the information cited before receiving the
search report. The date on the communication by the foreign
patent office begins the three-month period in the same manner
as the mailing of an Office action starts a three-month shortened
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mmw to have beep &Mm me m the statement was
received in the Office, or on an carlier date of mailing if
accompenied by a properly executed centificate of mailing
under 37 CFR 1.8, or Express Mail centificate under 37 CFR
1.10.

The term counterpart foreign patent application means that
aclaim for priosity has been made in either the U.S. application
ot a foreign application based on the other, or that the disclo-
sures of the U.S. and foreign patent applications are substan-
tively identical (e.g., an application filed in the European Patent
Office claiming the same UK. priority as claimed in the USS.
application).

In the alternative, a certification can be made if no item of
information contained in the information disclosure stalement
was cited in a communication from a foreign patent officeina
countezpart foreign application and, to the knowledge of the
person signing the cestification afier making reasonable in-
quiry, neither was it knowa to any individual having a duty ©
disclose more than three months prior o the filing of the
statement.

The phrase “after making reasonable inquiry” makes it clear
that the individual making the certification has a duty to make
reasonable inguiry regarding the facts that are being certified.
The certification can be made by a registered practitioner who
represents a foreign client and who relies on statemnents made by
the foreign client as o the date the information first became
known. A registered peactitioner who receives information
from a client without being informed whether the information
was kmown for more than theee months, bowever, cannot make
the certification without making reasonable inquiry. For ex-
ample, if an inventor gave a publication to the attorney prosecut-
ing an application with the intent thatitbe cited to the Offfice, the
attorney should inquire as (o when that inventor became awase
of the publication and should not submit a cestification under 37
CFR 1.97(€)2) to the Office until a satisfactory response is
received. The certification can be based on present, good faith
Enowledge about when information became known without a
search of files being made.

Certification need not be in the form of an oath or a
declaration under 37 CFR 1.68. Cestification by a registered
practitiones or any other individual thes the statement was filed
within the three-month period of either first citation by aforeign
patent office or first discovery of the information will be
acoepied as dispositive of compliance with this provision in the
ahbsence of evidence to the contrary. Forexample, a certification
could read as follows:

*I bereby certify that each item of information

contained in this Information Disclosure Statement

was cited in @ communication from a foreign patent

office in a counterpast foreign application not more
Rev. 14, Nov. 1992



than three months prior (o the filing of tis state-
meat.", or

the Information Disclosure Smmemﬁledlmewxw

was cited in a communication from a foreign palemt

office in a counterpart foreign application or, to my

knowledge after making reasonable inquiry, was

known to any individual designated in 37 CFR

1.56(c) more than three moaths peior to the filing of
~ this Information Disclosure Statement.”

An information disclosure statement may include two lists
and two certifications, similar to the above examples, in situa-

tions where some of the information listed was cited in a .

communication from a foreign patent office not more than three
moaths prior to filing the statement and some was not, but was
not known more than three months prior to filing the statement.

A copy of the foreign search report need not be submitted
with the certification, but an individual may wish to submit an
English-language vession of the search report o satisfy the
requirement for a concise explanation where non-English lan-
guage information is cited. The time at which information “was
known to any individual designated in 37 CFR 1.56(c)" is the
time when the information was discovered in association with
the application even if awareness of the materiality came later.
The Office wishes t0 encourage prompt evaluation of the
relevance of information and (o have a date certain for determin-
ing if a certification can properly be made. A statement on
information and belief would not be sufficient. Examiners
should not remind or otherwise make any cominent about an
individual's duty of candor and good faith, but questions about
the adequacy of any certification received i writing by the
Office should be directed to the Office of the Assistant Commis-
sioner for Patents.

B.(3) Statement filed after B(2), but Prior to Payment of lssue
Fee (37 CFR 1.97(d)).

An information disclosure statement will be considered by
the examiner if filed on or afier the mailing date of cither a fingl
action under 37 CFR 1.113 or a notice of sllowance under 37
CFR 1.311, whichever occurs first, but before or simultaneous
with payment of the issue fee, provided the statement is accom-
panied by:

(i) a certification as specified in 37 CFR 1.97(¢) (see the
discussion in B(2)(ii) above),

(ii) a petition requesting consideration of the information
disclosure statement, and

(jif) the petition fee set forth in 37 CFR 1.17(1)1).

These requirements are appeopeiate in view of the late stage
of prosecution when the information is being submitied, i.e.,
after the examiner has reached a final determination on the
patentability of the claims preseneed for examination. The
petition should be directed to the Group Disector of the exam-
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reasonable time, i.¢., within 3 months after an individual desig-
nated in 37 CFR 1.56(c) becomes awage of the information or
within 3 months of the information being cited in & communi-
cation from a foreign patent office in a counterpant foreign
application. This underiaking by the Office to consider informa-
tion would be available throughout the peadency of the applica-
tion until the point where the patent issue fee was paid. If an
applicant chose not to comply, or could not comply, with the
requirements of 37 CFR 1.97(d), a continuing application could
be filed to bave the information considered by the examines.
The parent application couldbe permitted to become shandoned
by not paying the issue fee required in the Notice of Allowance,
for example, or by the filing of a file wrapper continuing
application under 37 CFR 1.62. It would not be proper to make
final a first Office action in the continving application if the
information submitied is used in a new ground of rejection.

B(4) Suement filed afies Payment of Issue Fee.

Afier the issue fee has been paid oo an application, it is
impractical for the Office 1o attempt to consider newly submit-
ted information. Information disclosure statements filed after
payment of the issue fee in @ application will not be considered
but will merely be placed in the application file. See C below.
The application may be withdrawn from issue at this point,
however, pursuant to 37 CFR 1.313(b)(5) so that the informa-
tion can be comsidered in a continuing application. In this

_situation, a file wrapper continuing spplication under 37 CFR

1.62 could be filed even though the issue fee bad slready been
paid. The Office will consider the filing of a petition under 37
CFR 1.313(b)(5) as sufficient grounds t waive the requirement
that an application under 37 CFR 1.62 be filed before payment
of the issue fee. Alternatively, for example, a petition pussuant
t0 37 CFR 1.313(b)(3) could be filed if applicant states that one
or more claims are unpatentable. This stasement thet one or
more claims are unpetentable over the information must be
unequivocal. A statement thet a serious question as to patent-
ability of a claim has been raised, for example, would not be
m&hbmmmwwmﬁmmmﬂm
1.313(6X3).

If en application has been withdrawn from issue under one
of the provisioas of 37 CFR 1.313(b)(1)-(4), it will be weated as
though nonotice of allowance had been mailed and the issue fee
bad not yet been peid with regard to the time for filing informa-
tion disclosure statements. Petiticns under 37 CFR 1.313(b)
should be directed to the Office of Petitions in the Office of the
Assistant Commissioner foe Patents.
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PARTS, FORM AND CONTENT OF APPLICATION

B(S) Extensions of Time (37 CFR 1.9%(f)

No extensions of time for filing an information disclosust
statement are perinitted under 37 CFR 1. 136(a)0r(b) lfahcm

37 CFR 1.98, butpmofmcmqumdmmismadvmly
omitted, additional time may be given to enable full compliance.

Information disclosure statements will be reviewed for
compliance with the requirements of 37 CFR 1.97 and 1.98 as
discussed in A and B above. Applicant will be notified of
compliance and non-compliance with the rules as discussed
below.

(1) Non-complying statements.

Pursuant to 37 CFR 1.97(i), submitied information, filed
before the grant of a patent, which does not comply with 37 CFR
1.97 and 1.98 will be placed in the file, but will not be considered
by the Office. Information submitted after the grant of a patent
must comply with 37 CFR 1.501.

(i) If an information disclosure statement does not comply
with the requisements based on the time of filing the statement
as discussed in B above, including the requirements for fees
and/or certification, the statement will be placed in the applica-
tion file, but none of the information will be considered by the
examiner. The examiner may use forn paragraph 6.49 which is
reproduced below to inform applicant that the information has
not beenconsidered. Applicantmay thea file a new information
disclosure statement or correct the deficiency in the previously
filed statement, but the date that the new statement of correction
is filed will be the date of the statement for purposes of
determining compliance with the requirements based on the
time of filing the statement (37 CFR 1.97).

The examiner should write “not considered” on an informa-
" tion disclosuse statement where none of the information listed
complies with the requirements, e.g., no copies of listed items
submitted. If none of the information listed on a PT0O-1449 form
is considered, a diagonal line should also be drawn in pencil
across the form and the fogm placed on the right side of the
application file to instruct the printer oot (o list the information
on the face of the patent if the application goes t issue, The
paper containing the disclosure statement or list will be placed
in the record in the application file. The examiner will inform
applicant that the information has not been considered and the
reasons why by using form paragraph 6.49. If the improper
citation appears as part of another paper, e.g., an amendment,
which may be propesly entered and considered, the portion of
the paper which is proper foe consideration will be considered.

§6.49 Informapion Disclosure Statement Not Considered

‘The informetion disclosure statement filed | 1] fails to comply with
the peovisions of MPEP 609 bocause [2]. It bes beea placed in the
epplicstion file, but the information referred W therein bes not been
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(ii) faninformation disclosure statementcomplies with the
requirements based on the time of ﬁlm the smemm as

discussed in B above, including the requirements for fees/or
ammwmdmemmmuqummmdimm
in A above has beeninadvertently omitted, the examiner may set
a one-month time period (o correct the omission. Form para-
graph 6.51 may be used for this purpose.

§6.51 Time Limit for Completing lnformation Disclosure Siatement

The Information Disclosure Statement filed onf 1 ) does not comply
with the requirements of 37 CFR 1.98 because [2]. Since the submis-
sion appears to be bona fide, but tirough an apparent oversight or
insdvertence feiled to comply with the pecessary requirements, sppli-
cant is required to complets the statement within a time limit of one
month from the date of this letter. NO EXTENSION OF THIS TIME
LIMIT MAY BE GRARTED UNDER EITHER 37CFR 1.136(s) OR
(b). Failure to comply with this notice will result in the Information
Disclogure Statement being placed in the applicstion file with the non-
complying information rot being considered.

Ezaminer Note:

‘This prectice does not epply where there has been & deliberats
omisgion of some necessery pest of en informetion disclosure state-
ment or where the requirements based on the time of filing the
statement e st forth in 37 CFR 1.97 bave not been complied with.

Ifastatement fails to comply with requirements as discussed
in this section for an item of information, that item of informa-
tion in the statement will not be considered and a line should be
drawa through the citation to show that it bas not been consid-
ered. However, other items of information that do comply with
all the requirements will be considered by the examiner.

If information is listed in the specification rather than in a
separate paper, or if the other content requirements as discussed
in A ghove are not complied with, the examiner will nolify
applicant in the next Office action that the information bas not
been considered. It should be noted, bowever, that no copy of
a US. patent application is required to be submitted. See
A(2)(iii) above. Where a U.S. patent application is properly
cited, the examiner should obiain access to that file within the
Office.

C(2) Complying Statements

The information contained in information disclosure state-
ments which comply with both the content requirements as
discussed in A above and the requirements based on the time of
filing the statement as discussed in B sbove will be considered
by the examiner.

Applicants, patent owners, reexamination requesters, pro-
testors and others are encouraged to use form PTO-1449,
“Information Disclosure Citation,” when preparing an informa-
tion disclosure statement. A copy of this form is reproduced in
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N AN APPLICATION C. Beason, o al
(Use several shasta f necessasy) Ringtmd | 2 01 Gemining 0
. 8. PATENT DOCUMENTS
SR | DOCUNENTEISER | 0ATE L ciage | ouBcuase | TIDROATE
9.D. 3|70 3e|q 9§ umn |tew as | et
- 3.D. s ofo{e|dd o 675 | Reitue ae | 6
& D. |316]94¢]slojo] +T1 | sesich 418 6l
LS. D. e |3]2s]|7] 77| s90 | Wolte a8 6
EFOREIGHN PATENT DOCUNMENTS
COCUMENTNREER | OATE COUNTRY cLA88 W#T_
P TN N WO S
H.D. 1| t]3{7]7]2]9] 06-68 Federal Republic of Germany 418 63 X
3.D. 9|t|4f1] 087 | Euwopes PusatOffice
| §.D. |wpepqi|s|7) 1] 0980 | PCTInmationsl
9.D. [sfol.|3ls ol6| 1119 | Jepea 20 | 4 X
Tk OTHER DOCUMENTS  (nevaing Aushar, Tiio, Date, Partinent Pages. £ic.)
D Kovash. et al, “Simgple Precision RC Oscilletor.” IBM Toch. Disclosure Bullstia, Vol. 16, No. 10,
3' “l | 374, p.p 21763178
B O e 00
—l-l“ 3 [PApTe o
. Dﬂ. ' 0
_ St S0, 1431
EXAMINER: Initial if citation considered, whether or not citation is in conformmmce with MPEP § 609: Draw Uge duough
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mm:mmmmmm;maym
to indicate thet informad
mmmmmmh O

rules and this section and place their W m io the
citations on a list or in the boxes provided on a foem PTO-1449,
The examiner must also fill in bis or ber name and the date the
information was considered in blocks at the bottom of the PTO-
1449 form, If the citations are submitted on & list other then oa
a form PTO-1449, the examiner may write “all considered” and
bis or her initials to indicate that all citations have beea congid-
ered, [If any of the citations are coasidered, a copy of the
submitted list or form, as reviewed by the examiner, will be
returned to the applicant with the next communication. The
original copy of the list or form will be entered into the
application file. The copy returned to applicant will serve both
as acknowledgement of receipt of the information disclogure
statement and as an indication that the references were consid-
ered by the examiner. Forms PTO-326 and PTOL-37 include a
box to indicate the attachment of form PTO-1449, ‘

Infamﬁonwhichcomp%wiﬂamunmuum :

in this section but which is in a non-English language will be
considered in view of the concise explanation submitted (A(3)
above) and insofar as it is understood on its face, e.g., drawings,
chemical formulas, in the same manner that non-English lan-
guage information in Office search files is considered by exam-
iners in conducting searches. The examiner need not have the
information translated unless it appears to be necessary 10 do £0.
The examiner will indicate that the non-Eaglish language infor-
mation has been considered in the same manner as consideration
is indicated for information submitted in English, The examines
should not require that a transiation be filed by applicant. The
examiner should not make any comment such as that the noa-
English language information has only beea coasidered to the
extent understood, since this fact is inherent. -

Since information is required to be listed in a seperate paper
rather than in the specification, there is no need © mask “All
checked” or “Checked” in the masgin of a specification contain-
ing citations.

Ifastatement fails to comply with requirements as discussed
in this section for an item of information, & Uine should be drawa
through the citation to show that it hes Bot been considered. The
other items of information Hsted that do comply with the rules
and this section will be considered by the examiner snd will be

approprisiely initisled.
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on 6 separate sheet which is clearly identified as an informadi
mmmmmmwwmymm
the necessary information by the Office printing contractor, i.e.,
mmwmwmmammmmum ‘
ot least double-spaced from each other, the information
mhmmmwmmmmma
columa for the examines’s initials 10 indicate that the informa-
tioa was considered. If a U.S. patent application serial number
is Hsted on 2 PTO-1449 form or its equivelent and the examiner
considers the information and initisls the form, the serigl pum-
ber willbe printed on the patent. Applicants may wish tostU.S.
patent application serial numbers on other then 8 form PTO-
1449 format to svoid the serial numbers of pending spplications
being published oa the pateat. If & citation is not peinted on the
patent but has beea considered by the examiner in accordance
wimmmmemmewmmmumm
in C(2) shove<

62006 Correction of File Wrapper
Label [R-14]

" It i sometimes necessary  return applications 1 the

Application Branch for correction of the file wrapper label. o

Instences where such a returs is necessery include:

1. Cosrection of Inventocship such as changes in the order of
the names or a change in the neme of an inventor, granted by
mmmumwummwcm
148,

2. Correction of the Filing Dute.

3. Correction concerning priorU.S. applications which have
serial number errors. See MPEP § 202.02.

4. Comrection of apg type, for example, where an
epplication is filed under 37 CFR 1.60 but is not shown as such
on the file wrapper.

The application must be sent to the Application Branch for . -
cosrection of (e file wrapper label and should be accompenied
by an Application Beranch Data Base Routing Slip with an
explenation of the correction @ be made,

All other corrections ere performed in the examining group.
For example, changes o the die, power of attormey, end
correspondence address >may be made with red inke.
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