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301 Assignability of Patents and Applications

35 US.C. 261. Ownerskip; assignment.

Subject o the provisions of this title, patents shall have the
atiributes of personal property.

Applications for patent, patents, or any interest therein, shall be
esgignable in law by an instrument in writing, The epplicant, patentes,
or his sssigns or legal representatives may in like manner grant end
convey an exclusive right under his application for patent, or patents,
to the whole or eny specified part of the United States.

A centificate of scknowledgment under the hand and official sesl
of a person authorized to administer osths within the United States, or,
in a foreign country, of a diplomatic or consuler officer of the United
States or an officer authorized to edminister oaths whote sutherity is
proved by e certificate of a diplomatic or consulsr officer of the United
States, or epostille of an official designated by a foreign country which,
by treaty of convention, accords like effect to epostilies of designated
officials in the United States, shell be prims fecie evidence of the
execution of an azsignment, grent of conveyanse of & patent or
spplication for patent.

An essignment, grent, or conveyance shall be void as ageinst any
subsequentpurchaserormorigagee for veluable consideration, without
notice, unless it is recorded in the Patent and Trademark Office within
three months from its date or prior to the date of such subsequent
purchase or mortgage.
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United States of Amesics, will berecordedinthe Puent end Tredemerk
Office under 35 U.S.C. 261. Other ws effecting title to @
patent, & naticnal spplication, or @ nal epplication which
designates the United Statzs of Americe, and licennos, even thoughthe
recording thereof may not serve as constructive notice under 35 U S.C.
261, will be recorded ez provided in this section or in the discretion of
the Commissioner. Any instrument @ beracorded, encept thosa under
Pert 7 of this title, must be sccompanied by the fessetforthin § 1.21(h).

(b) No instrument will be recorded which i not in the English
language and which does not emoEy to an eesigrement, grant, Mmogt-
gage. lien, incumbwance, or license, or which doss noteffoct the thleof
the patent or invention to which it velsies, and which does not identify
the patent oz spplication to which it relaies, except a5 ordered by e
Commissioner.

(c) An instrument relating to & patent should identify the petem by
number end dase (the names of the inventor and e of e invention
stated in the patens should also be given); an instrament relsting to a
netions! epplication, or en internationel epplication which designates
the United States of Americe should identify the applicution by serial
number or btanaions spplication mumber and dats of filing (g
name of the nventor and title of the invention @ stated in e
epolicstion should also be given) but if en essignment is executed
concurrently with or subseguent to the execution of the spplicationbut
before the application is filed or before it sevisl number or intzma-
tional application number and filing date sre ascertained, it should
adequately identify theapplication, asby itsdatsof execution andname
of the inventor snd title of the invention; so thet there canbenomisteks
us to the patent or application intended.

37 CFR 1.333. Conditional gssignments.

Assignmenis which ere made conditiona! on the performence of
certgin ects or events, @ the peyment of money or other condition
subsequent, if recorded in the Olfice are regerded s absolute assign-
ments for Offics purposes umil cencelled with the writien consent of
both parties o7 by the decree of a competent cout. The Office heas no
meens for determining whether such conditions heve been fulfilled.

301.01 Accessibility of Assignment Records
[R-11]

37 CFR 1.12. Assigmmens records apen to pubiic ingpection.

(@) The assignment records, relating to criginal or reissue palenis,
including digests end indexes, end sssignment records relating ©
pending or shanéonsd Sademark applications and o trademark vegis-
trations, ae open o public inspection and copies of sny instrument
recorded may be cbiained uponrequest end payment of the fee set forth
in § 1.19(a){>3<%).

(b) Assignment vecords, digests, and indexes, velating to eny
pmdmgmﬁnﬁmﬁpmamlmmmmw%eomm
Copies of any such essignment records end informeatio sespect
mmummmmwamm
or epplicant’s assignes o aliormey or agentor upon e showing that the
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person seeking such information is 8 bona fide prospective er actual
puzchaser, mongages, oz licenses of such application, unless it shall be
mwmmmwmmmmmu
peovided by thesarules, -

(c) Any request by & member of the public seeking copies of sny
assignment records of eny peading or abandoned patent spplication
preserved in secrecy under § 1.14, or eny information with respect
theseto, must

(I)Bemdwfomohpmmwmpmmdby&wpmm
set forth in § 1.17¢)p(1)<or

(2) Include written authority granting access to thememberofthe
public o the particuler sssignment recosds from the spplicent oz
epplicent’s assignes for attomey or agent of recoed.

(d) An order for a copy of an assignment should give the identifi-
cation of the vecord. If identified only by the name of the paeniee end
number of the patent, of in the case of & redemark registration by the
nameof the registrant end number of theregistration, ce by name of the
spplicant end serial number or inteenational spplicstion numberof the
epplication, mnextracharge es set forthin § 1. 21(f) will bemadeforthe
time consumed in making e search for such assignment.

Assignments relating to spplications for registration of
trademarks are open to public inspection.

The Office will no: open certain parts only of an assignment
document to public inspection. If such a document containg two
ormore itlems, any oneof which, if alone, would be open toguch
inspection, then the entire document will be open. Thus, if an
assignment covers either a trademark or a pateat in addition to
one or more patent applications, it will be available to the public
ab initio; and if it covers a number of patent applications, it will
be 5o available as so0n &s any one of them is patented. Assign-
ments relating only to one or more pending epplications for
patent will not be open (o public inspection.

If the application on which a patent was granted is a division
orcontinuation of an earlier case, the assignmentrecords of that
case will be open topublic inspection; similar situationsinvolv-
ing continuation-in-partapplications will be considered on their
individual merits.

Assignment records relating toreissue applications are open
to public inspection.

302 **Recording >of Assignmentse [R-11]

37 CFR 1332. Recaipt ard recording.

Assignments ererecorded in regularorder as promptly as possible,
end then wansmited with the date end identification of the record
stamped thereon to the pessons entitled to them. The date of record is
the date of the receipt of the sssignment st the Office inproper form end
sccompenied by the fee cet forth in § 1.21(h),

>302.01 Assignment Document Must be Original
or Certified for Recording [R-11}<

The Patent and Trademark Office will accept and record
>only an original, or a legible cestified copy of an original
assignment or other instrumente.**
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pssignment, if not in the English language, will notbe
:eco:ded unlw wcompmwdbya translation signed by the
transiatoe.<

>302.03 Identifying Patent or Application [R-11]

‘The patent or patent application involved in the assignment
should be identified by patent number or application number, If
ﬂwmgnmmwmwdmcmﬂym&\msubmqmw

the date of execution, and the name(s) of the inventors, and the
title of the invention.

For eccuracy of identification, the issus date of the patent oz
the filing date of the gpplication should be included, as well as
the patent number or spplication number.<

>302.04 Foreign Assignee May Designate
Domestic Representative [R-11}

35 USL. 203 Nomresident patentae; service and notice.

Every patentee not residing in the United States may file in the
Petent end Trademerk Office e written designation stating the neme
and address of e person vesiding within the United Sttes on whommay
be served process ornotice of proceadings effecting the patsnt orrights
thereunder, If the pesson designated cannot be found et the address
given in the last designation, oz if o person hes been designated, the
United States Diswict Coust for the District of Columbia ehall heve
Jurisdiction end summons ehall be served by publication or otherwise
a8 the court diseste. The court ghall have tis sams jurisdiction to tuke
any ection respecting the patent orrights thereunder that it would have
if the patentee were perscnally within the jurisdiction of the cowt.

An gsgignee not domiciled in the United States may by
wnumdommemmnedbysnchuugmedemgmeadmesm
representative.

‘The designation of domestic representative should always
beapaper separate from the assignment document, in order that
the paper of designation can be retained in the appropriate gp-
plication or patent file. Also, there should be a separate paper of
desigmmofmyuﬁvefmmhpmwapplmw
which en assignmentpestaing, so thet e designation papercanbe
placed in each file which is identified in the assignment docu-
ment. The designation of & domestic representative should be
directed to the Office of the Solicitor for processing.<



>302.05 Address of Assignee [R-ll]
should either be recited in the assig
8 geparate paper.

Failure to furnish an address will interfese in the sending of
mail t0 the assignee conceming the assignment.<

>302.06 Feefor Recording [R-11}

An agsignment must identify within itself the property
- which is being assigned, that is, identify by number the patent
or an application. See MPEP § 302.03. The recording fee set
forﬂninS?CFRl.Zl(b)nschargedforeachuemmnufwdin&w

assignment.<

303 Endorsing Assignments on Pending
Applications [R-11]

Centified copies of patent applications as filed, do not
" include an indication of assignments. Applicants desiring an
indication of assignments of record should request separately
cestified copiec of assignment documents and submit the fees
required by 37 CFR 1.19(b)X(1) and (2).

When the determination of the assignment condition of an
spplication is significant, asin the factual situations represented
by >MPEP< §§ 304 and 305, or when forwarding a form PTO-
850 to the Board of Patent >Appeals and< Interferences, it is
necessary to submit the application to the Assignment >Search
Branch<* for a title report, **

305 Different Inventors, Common Ownership
[R-11]

Where there is a common assignee of two or more applica-
tions by different inventors involving conflicting subject matter
m 5 804.03. g

'305.02 Claimed Subject Matter the Same or
Not Patentably Different [R-11]

Where the applications by different inveniors but of com-
mon ownership claim the same subject matter or subject matter
that is not patentably different, questions of interference there-
between and with third partes are handled as indicated in
>MPEP< §§ 804.03 and *>2302¢.

306 Assignment of Division, Continuation,
Substitute and Continuation-in-Part in
Relation to Parent Case [R-11)

>In the case of adivision or continuation, aprior assignment
of the original application is applied to the division or continu.
ation application becauss the assignment of the original appli-
cation gives the assignee rights to the subject matter common 1o
both applications. <
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m&mm@e ammmmmm idemifying
mmﬁ u,nA» m REyRE maeRlumm ﬁm’
and reissue applications. Itﬁmidhemd.mmw that .
inclusion of this information does not necessarily indicate that
Mcmmmmwumwmmmm

The Assignment Division hes discontinued mailing notifi
cmm whmﬂwzisaemﬂictmmmmbum
tute, or continuation-in-pert application. *¢

307 Issue to Assignee [R-11]

35 USLC. 152, Issue of patent to assignes.

Perenis may be granted to the assignee of the inventor 6frecord in
the Patent and Tredemark Office, upon the spplication made and the
specification sworn to by the inventor, except es otherwise provided in

37 CFR 1334. Issue of patens to assignee,

(o) In case of en assignment of the entize interest in the invention
and spplication, er of the entire interest in the patent o be grawed, the
petent will normelly issus to the assignee. If the essignee should hold
an undivided past interest, the patent will nosmally issue joinly to the
inventor end the easignes, If it is desired that the patent so issus, the
essignment ineither case must first huve beenrecorded, endatadaynot
Tater then the date payment is made of the issue fee.

{b) At the time of payment of the issue fes, a stetement must be
furnished indicuing whether or not en sssignment hap been filed with
the Patent envd Tredemark Office. In the event an easignment has boen
filed, such statement mustinclude the name end address of the assignes
end indicate whether or not en acknowledgment of a recorded essign-
ment hea been veceived from the Patent end Trademark Office. '

{¢) If the assignment is recorded alter the date of payment of dw
insue fee, the essignes mey petition that the patent izsus to the essipnes
esrecorded. Any tuch patition must bs eccompanied by the fes setforth
in § L.17%>{1)

>Normally, < for the patent to* issue to an sssignee, the as-
signment must be recorded in the Patent and Trademark Office
atadate not later then the day on which the issue fee ispaid. >If
the assignment is submitted for recording after the day on which
the issue fee is paid, the patent may issue to an assignee upon
granting a petition filed under 37 CFR 1.334(c).<

Only the first appearing name of an assignee will be printed
on the patent where multiple names for the same perty aze iden-
tified on the Issue Fee Transmittal form, PTOL-85b. Such mul-
tiple names may occur when both a legal neme and an “gleo
known as” or “doing business as” name is also included. This
printing peactice will not, however, affiect the existing practice
of recording assignments with the Office in the Assignment
Division. The assignes entry on form PTOL-85b should siill be
completed to indicate the assignment data as vecorded in the
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therefore the PTOL-85b sssignes entry might read “Smit
Commydoingbusimns(d.m.)mcmy m
assignee entry on the printed patent will read “Smith Com-
pany.”

Irrespective of whether the assignee participaies in the
prosecution of the application, the patent issues i the sssignee

if so indicated on the Isgue Fee »Transmistal foem PTOL-85b<,

308 Notice of Allowance Where Application Is
“Assigned [R.11]

The Izsue Fee Transmittal Form portion (PTOL-85b) of the
Notice of Allowance provides & space (item >S5<*) for assign-
ment data which should be completed in order to comply with
37 CFR 1.334. Unless an assignee's name and address are
identified in item >5<* of the Issue Fee Transmittal Form
PTOL-85Db, the patent will issue to the applicant. Assignment
dataprinted onthe patent will be based solely on the information
$0 supplied.

A request for correction of error arising from incomplete or
erroneous information furnished in item >5<* of PTOL-85b
will not be granted as a matter of course and will be subject to
adherence to all the requirements of 37 CFR 1.323.

309 Restrictions Upon Employees of Patent
and Trademark Office

35 US.C. 4. Restrictions on officers and employees as o interests in

Officere end employecs of the Petent end Tredemurk Office shall
beincapeble, during the period of their sppointments end for one year
theresfier, of epplying for & patent and of scquining, directly oz
indirectly, except by inheritance or bequest, eny patent of eny right or
intezest in any patent, issued oz W be issued by the Offics. In patents
applied for thereafter they shall not be entitled o any priority date
eulier than one year efter the terminstion of their eppointment.

310 .License Rights to Contractor-Owned
Inventions Made Under Federally-
Sponsored Research and Development

Where & Government contractor retains U.S. domestic pat-
ent rights, the contractor is required to include the following
statement at the beginning of the application end any patents
issued thereon:

“The U.S. Government has & paid-up license in this in-
vention end the right in limited circumstances to require the
patent owner 0 license others on reasonable terms as peo-
vided for by the terms of contract No. (or Grant No.)
awarded by (Agency).”

If reference is made in the first sentence of the applicationto
prior copending applications of the applicant, such prior appli-
cations rust be referred to in the first sentence of the specifica-
tion (37CER 1.78(a) and >MPEP< § 201.11), >and<in thiscase

Rev. 11, Agr. 1989
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311 Filing of Notice of Arbitration Awards

385 US L. 294. Volumtary arbitration.

(e)Ammwomammmywmumw
contein & provision mg arbiwation of eny dispute velating ©
palent valifity or infringoraon erising wndee the conmest. In the
mdmnmmwmwmvam&wm
infringement disgule may sgres in writing o settle wuch dispute by
erbitration. Any such provision or agreement shell be velid, imave-
ceble, and enforcestls, except for any grounds bneninastbawerin
equity for revocation of a contract.

(b) Asbiwstion of such disputes, ewards by arbitrators end confiz
mation of ewerds shall be governed by title 9, United States Code, o
the extzat such tille is not inconsistent with this section. In eny suth
arbitration proceeding, the defenses provided for under section 282 of
this tiths ¢hall be considered by the abizetor if vaised by any penty
the proceeding,

(c) Anawerd by sn asbitrator shall bs final end binding betwesnthe
parties to the erbiation but shall heve ro force or effect on eny ofher
person. The parties to en bilretion may agres that in he event apatent
which is the subject matter of en ewerd is subseguently determined to
be mvalid or unenforeeeble in @ julgment vendered by a court to
eanpemmudwmﬁmwhwhmmmorhubmm
such sward mey be modified by eny count of competent §
upon application by eny pazty to the erbitzation. Any suchmodificstion
ghall govern the rights end cbligations between such pusties from the
date of such modification.

(d) When en ewad is made by en erbitrator, ﬂwmm
essignes oz licenzee shall give notice thereof in writing to the Commis-
sionez. There shell bs e seperaie notice prepared for each patent
invelved in such proceeding, Such notice ehall set forth the names end
addresses of the pasties, the name of the inventor, end the neme of the
patent owner, ehell designate the number of the patent, end ghall
containacopy of the aweed. If an ewerd is modified by a court, thepanty
requesting such modificetion ehall give notics of such medification o
the Commissioner. The Commissioner shall, upon receiph of either
notice, enter ts same in the record of the prosecution of such patent,
¥f the required notice is net filed with tie Commissionsr, eny party @
the procesding may provide such notice to the Commissiones.

{e) The ewezd ghall be unenforceable until the notice reguired by
subsection (J) is received by the Comumissionsr.

37 CFR 1338 Filing of notice of arbitration awards,

(&) Written notice of any ewerd by an erbiteior pursuant @ 35
U.S.C. 294 must be filed in the Paiont end Trademerk Office by the
patenioe, or the patentes’s wsignes or licensee, If the swad invelves
more than one peient @ separals notice must be Bled for placement in
the fils of each patent, The notice must set forth the patent nember, the
names of the inventor end patent owner, end the names end eddresses
of the panties & the arbiwation. The votice must gleo include e copy of
the award.

(b)lfmawudbymubmmmw% USC B i
modified by a coust, the pasty requesting the modification st file in
the Patent end Trademark Office, a notice of the modification for



placement in the fils of esch patent to which the me n apgliss.
‘The notice must set forth the patent number, the nismes of the inventor
end patars ownar, end the neres end eddresas of the partiss © the
arbitration. The notice must elso include e copy of the coust’s arder

modifying the swerd,
() Any award by an arbiwsior pursuant o 35 U.S.C. 204 shell be

unenforceable until any notices required by peragraph (e) or (b) of this
gection are filed in the Patent and Trademerk Office. i any required
notice is not filed by the perty designated in peregraph (a) o (b) of this
section, any periy to the arbitration procesding mey fils such anotice.
The written notices required by this section should be
directed to the attention of the Office of the Solicitor, which
Office will be responsible for processing of such notices.

>313 Recording of Documents Other Than
Assignments [R-11)

In addition to assignments, other instruments affecting title

toa patentor application may be recordedin the Assignment Di-
vision of the Patentand Trademark Office at the discretion of the
Commissioner, (37 CFR 1.331).
. ‘Thus, some instruments which relate to patents or applica-
tions may be recorded, although they donotconstitute a transfer
or change of title. Typical of these instruments which are
accepted for recording are license agreements and agreements
which convey a security interest. Such instruments are recorded
in the public interest in order to give third parties notification of
equitable interests or other miatters relevant to the ownership of
& patent or application.

Foreclosures which comply with all of the following four
criteria will be deemed to be a recordable instrument in accor-
dance with 37 CFR 1.331 and will be recorded.

(1) Submission of the foreclosure document with original
endorsement by the secured party, or a verified copy thereof;

(2) Identification of the patent by patent number or the ap-
plication number, or other acceptable identifier(s) as specified
in 37 CFR 1.331(c), in the body of the foreclosure document
iwelforanyaddendamcapowedbyrefereme.

(3) Reference to the security agreemmmded under 37
CFR 1.331; and

(4) Submission of a verified statement by arepresentative of
the secured party stating that the patent or the patent application
has been legally foreclosed on based upon the applicable state
laws,

Documents which amount megely 0 ex parte assestions of
claims, for example, affidavits of intention ¢ assign or self-
serving liens, as distinguished from agreements between par-
ties, normally will be returned by the Assignment Division
unrecorded.

Any document returned unrecorded, which the sender nev-
ertheless believes represents an unusual case which justifies
recordation, may be submitted to the Commissioner by way of
a petition under 37 CFR 1.181 requesting recordation of the
document,

The recordation of & document is not & determination of the
effect of the document on the chain of title. The determination
of what, if any, effect a document has on title will be made by
the Office at such times as ownership must be established o
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Documenis of mesger are also proper links in the chain of tide.
They may represent a change of entity as well us a change of
name.<

>318 Indexing Against a Recorded Certificate
R-11]

A cedtificate of change of name or merger does not have to
include in it the patent number(s) or application number(s) to
which it pertains, but the patent number(s) or application
numbes(s) must be furnished.

. QOther patent numbers or application numbers may be sub-
mitted later 1o be indexed against the recorded cestificate of
change of name or of mesger, which will be done for a fee for
each additional number, (The procedure of indexing does not
apply to assignments.)<

>316 Character of Document for Recording
R-11]

To be recorded, other documents must conform o the re-
quirements set out for assignments in MPEP §§ 302- 302.06.<

>317 Handling of Documents of Title in the
. Assignment Division [R-11]

All documents submitied for recording are examined for
formin the Assignment Division in order to separate documents
which are recordable from those which are not recordable.

Documents which are considered not to be recordable are
returned o the sender by the Assignment Division with an
explanation. If the sender nevertheless believes that the docu-
mentrepresents an unusual case which justifies recordation, the
sender may present the question 1o the Commissioner by way of
petition under 37 CFR 1.181.

In eddition to assignments, other documents which convey
or affect title to a patent application or patent may be recorded.
MPEP § 313. Whether adocumentconveys oraffecistitie isnot
determined by the heading or title of the document alone. It is
desireble that documents have titles on them, but if there is any
discrepancy between the title and the contents of the document,
the contents are controlling. Inidentifying end digesting a docu-
ment in assignment vecords, the Assignment Division will, if
there is any doubt, use the language which appears in the body
of the document rather than the title.<
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>318 Documents Not to be Placed in Files [R-11]

patent files, It is highly desirable that the Assignm

records be a8 complete and sccurate as pwibh ia m ©
provide a ceatral location where chain of title to all applications
and patents may be searched.<

>319 Examining Group May Request Report
~ on Title [R-11]

If the Examining Group requires a title report, the group may
forward the file to the Assignment Search Branch with a request
that the Assignment Search Branch furnish a title repost based
upon the records of the Assignment Division. The Assignment
Search Branch will furnish a report as to the owner of record
relating to the particular file.<

>320 “Title Reports” [R-11]

The “title report” is a form which can be used under certain
circumstances by the Assignment Search Branch to repost to
someone within the Office the name of the owner of en applica-
tion or patent as shown by the Assignment Division records on
the date the title repost is made. Title reporis are for internal
Office use only, and are not available for order by applicants or
attorneys except as provided by 37 CFR 1.171.

Note: The public canrequest acertified abstract of title. The

fee for this service is set foeth at 37 CFR 1.19(b)(6).

' It is not normally necessary for title to be ascertained by an
examiner by means of the “title report” form, since such infor-
mation is not reguired to examine the application. However, &
“titlereport” is required if the assignee intervenes in accordance
with 37 CFR 1.32, a disclaimer under 37 CFR 1.321 is filed, or
an applicant orders a title report in accordance with 37 CFR
1.171.

For applicants, the normal method of establishing title is to
file it the Assignment Division of the Office all documents
which convey title. After that is done, @ person may verify or
declare that he or she is the owner on the basis of the recoeds of
the Office. If the attorney or agent rather than the owner makes
astatementas toownership, the attorney or agent should cite the
liber and page, or reel and frame, of the recordation of the title
instrument in the Assignment Division.<

>321 Disposition of Documents Submitted for
Recording [R-11)

Afier any document has been recorded, it will be returned to
the sender.

If a document is considered not to be recordable, it will be
returned to the gender without being recorded with a statement
of the reason why the document is returned unrecorded. See
MPEP § 313 as to petition to record such a document.<
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Recorded Document [R-11]

An emor m 8 recorded docm wnﬂ be wmmd by

following criteria is met:

A new document signed by the same party or pasties is
submited for recording. The new document must;

() acknowledge and corvect the error in the original docu-
ment,

(b) confirm title in the proper assignee, and

(c) identify the incorrectly recorded document by reel and
frame number.

A new recording fee is required (sce MPEP § 302.06):

If the correction pestaing to the neme of a corporation or
individual, a verified statement setting forth how the error
occurred is required.

If a patent or application is incorrectly included in a merger
or change of name, sce MPEP § 314, it can be expunged by the
assignor by lining out the incorrect patent or spplication numbes
on the original recorded document and having the assignor
initial and date the deletion. This document would then be
recorded as a coerection document and given a new reel and
frame number and recording date. If the patent or application
number is included in a list of properties which have been
incorporated into the merger or change of name document and
this appears on the official microfilm records of the Patent and
Trademark Office, the assignor must then submit a verified
statement attesting to the emor, stating the reel and frame
number where the error appeared and requesting that the incor-
rect number be deleted.<






