Chapter 2300 Interference Proceedings under Public Law 98-622

2300.01 Introduction
2300.02 Outline of Interference Procedure
230101 Preliminaries to an Interference
2301.01(e) In Different Groups
2301.01(b) The Interference Search
230102 Definitions
2302 Ownership of Applications and Patents Involved in an
Interference .
2303 Interference Between Applications
2304 Applicant Requests Interference Between Applications
2305 Examiner Sugpeste Claim to Applicant
" 2305.01 Action To Be Mede at Time of Suggesting Claims
2305.02 Time Limit Set for Presenting Suggested Cleaims
230503 Suggested Claims Presented Afier Period for Response
Running Against Cese
2305.04 Suggestion of Claims, Application in Insue or in Interfer
ence
2306 Interference Between on Application and 8 Patent
2307 Applicant Requests Interference With a Patent
230701 Presentation of Claims Corresponding to Patent Claims
ot & Regponse to Last Office Action
" 230002 Rejection of Claims Corresponding to Patent Claims
230703 Presentation of Cleims for Intexference With & Patent,
Afer Prosecution of Application is Closed
230704 Presentation of Cleims For Interference Wiih & Patent
Invelved in & Reexaminstion Proceeding
230705 Comeaponding Patent Claims Not Idestified
2307.06 Presentation of Clsims for Interference With & Patent,
Patemes Must be Notified
2308 Imterference between an Application end o Pateat; Prime
Facle Showiag by Applicant
23080t Petent Has Filing Date Bsslier than Application
2308.02 Showing Under 37 CFR 1.608(b)
2308.03 Patens has Filing Date Later Than Application
2369 Preparation of Interference Papen by Examiner
230001 Formulation of Counts
2309.02 Preperation of Pepers - Initisl Memorandum
230003 Affdevits end Declwations Retsined in File
230004 Reeord in Each Interference Complete
230005 Consulistion With Exeminer-in-Chief
2309.06 Interfering Subject Matter in “Secrecy Order” Cases
" 2310 Handling by Examiner-in-Chief
2311 Decleration of Interference
2312 Access to Applications in Interference
2313 Lead Attorney or Agent
2314 Jurisdiction Over Interference
2315 Suspendioa of Ex Parte Prosecution
231501 Suspension - Oveslapping Applications
2316 Senctlons For Fallure to Comply With Rules or Order
2317 Summary Judgment Againgt Applicant
2318 Return of Unsuthorized Papers
2321 Preliminery Statement, Time for Filing
2322 Prellminary Statement, Invention Mede by Who and
Where
Preliminery Statement; Invention Made in United States
Preliminery Statement, Invention Made Abroad
Preliminery Statement, Derivation by en Opponent
2326 Preliminary Statement, Eerlier Application
Preliminary Statement, Seallng and Openlag
Prellminery Statemnent, Correction of Ervor
Preliminary Statement, Effect of
2330 Rellance on Earller Application

2300- 1

2331 Preliminary Statement Access

2332 Absndonment, Suppression or Concealment to be
Argued

2333 Preliminery Motlons

2333.01 Prelisinary Motions - Relatad to Application Not

Involved in Interference

2333.02 Preliminary Motions - Benefit of Foreign Filing Date

2334 WMotions to Correct Inventorship

233§ Miscellaneous Motions

2336 Time for Filing Metions

2337 Motion Content

2338 Opposition and Reply

2339 Evidence in Support of Motion, Oppodtlon, or Reply

2340 Motions, Hearing and Declsion

2341 Unpatentability Dlscovered

2342 Addlition to Interference

2343 Prosecution by Asslguce

2344 Petitlons

2345 Extension of Time

2346 Service of Pepers

2347 Translations

2351 Tlimee for Discovery and Testimeny

2352 Judgment for Faflure To Take Testlmony or File Record

2353 Records and Exhibits

2354 Finel Hearing

2385 Final Declslon, Matters Concldered

2356 Briefs for Fingl Hearing

2357 Burder of Proof

2388 Fins! Declslon

2359 Board Recommendsation

2360 Notlce of Reexamination, Relssus, Protest; cr Litigation
2361 Termination of Interference After Judgment
2362 Request for Eniry of Adverse Judgement
2363 Action After Interference

2363.01 No Intesference In Fact

2363.02 The Winning Perty

2363.03 The Losing Perty

2364 Eatry of Amendments

236401 Amendments Filed During Interference
2368 Secound Interference

2366 Interference Settlement Agreement

2371 Evidemece

2372 Manper of Teking Testimony

2373 Notice of Ezamination of Witness

2374 Persons Depocltons Teken Before

2375 Esemisation of Witness

2376 Fillng Trenscript of Deposltion

2371 Feorm of Transcript of Deposition

2378 Time for Fillng Transeript of Depesitlon
2379 luspection of Transeript

2382 Officlal Records and Printed Publicetions
2383 Testimony From Aunother Interference or Proceeding
2384 Testimony in 8 Forelgn Country

2365 Ervors in Deposition

2387 Additional Discovery

2368 Use of Discovery

2380 Acbltretion of Interferences

2300.01 Introduction [R-9)

Title 11 of the Patent Law Amendments Actof 1984 (Public
Rev. 9, Sept. 1988



2300.01

Law 98-622) combined the Patent and Trademark Board of
Appeals and Board of Patent Interferences into anew Board, the
Board of Patent Appealsand Interferences (Board), and amended
35U.S.C. 135(c) to provide that in an interference the jurisdic-
tion of the new Board would extend not only to priority of
invention, but also to questions of patentability. These provi-
sions took effect on February 8, 1985. On the next working day,

February 11, 1985, the former interference rules, 37 CFR 1.201 .

to 1.288, were replaced with a new set of rules, 37 CFR 1.601
to 1.688. With a few exceptions, the new rules apply to all
interferences declared on or after the date of their adoption;
interferences declared prior to that date will continue to be
governed by the old rules covered in Chapter 1100 >of this
Manuale,

The notice promulgating the new rules, which was pub-
lished in the Federal Register on December 12, 1984 (49 F.R.
48416) and in the Official Gazette on January 29, 1985 (1050
O0.G. 385), included not only the text of die rules, but also a
discussion of the rules and analysis of the comments received,
which serve as the “legisiative history” of the rules. A practitio-
ner who is or may become involved in an interference under the
new rules would be well advised to study this notice closely.

Attention is also directed to the correction notice published
in the Federal Register on May 31, 1985 (SOF.R. 23122) and in
the Official Gazetie on October 22, 1985 (1059 O.G. 27).

It is believed that the statutory changes, and the new rules,
will regult in @ more rapid determination of the rights of the
pesties, and avoid the lengthy proceedings which have charac-
terized some intesferences in the past. Since the Board has been
given juriediction to decide patentability, it will no longer be
necessery to decide whether o not en issue is “encilly to
priority”; The Board can now decide all patentability issues in
the interference, if properly raised by the parties, without the
necessity for dissolving the interference and pursuing patenta.
bility questions ex parte (in which case areversal of the exparte
rejection would require reinstatement of the intesference). Each
interference under the new rules is assigned o an examiner-in-
chief, who is expected to exercise such control over the interfez-
ence that it will not normally be pending before the Board more
than two years (37 CFR 1.610). 37 CFR 1.616 provides that ap-
propriate sanctions may be imposed by an examiner-in-chief
against g party who fails (o comply with the interference rules
or an order of the examines-in-chief or Board. The ultimste
sanction, entry of adverse judgment against the party, may be
imposed by the Board in an extreme case.

The interference practice is based on 35 U.S.C. 135, as
amended by P.L. 98-622,

3SUSL. 135 Inerferences.

(8) Whenever an epplication is mads for e patent which, in the
opinion of the Comunigsiones, would interfere with eny pending
spplication, or with sny unexpired patent, en interference may be
declared and the Commissioner shall give notice of such declsration to
the applicanis, ot epplicent end patentee, ss the case may be. The Board
of Patent Appeels and Intesferences shall determine questions of
priority of the inventions end msy determine qusstions of patentability,
Any final decision, if adverse to the eleim of an spplicant, shall
constitute the final refusel by the Patent end Trademmk Office of the
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claims involved, ead the Commissioner msy issue & patent o the
epplicant who is adjudged the prior inventor. A final judgment edverse
to & patentee from which no sppesl or other review has been or ean be
teken or hed shall constitute cancellation of the cleims involved in the
patent, snd notice of such cancellation shall be endorsed on copies of
the patent distributed afier such cancellation by the Patent rnd Trade-
mark Office. :

(b) A claim which is the same o3, or for the seme or substantislly
the same subject matter 23, & claim of an issued patent may not be made
in any spplication unless such e claim is made prior to one year from -
the dats on which the patent wes granted.

{c) Any egreement or understending between pasties to en intesfer-
ence, including eny collaterel agreements referred to therein, made in
connection with or in contemplation of the termination of the interfes-
ence, shall be in writing end a trus eopy thereof filed in the Patent and
Trademark Office before the texminstion of the intsrference a5 between
the said parties o the sgreement orunderstanding. If eny pasty filing the
same 80 vecuests, the copy shall be kept separats from the fileof the
inteeference, end mads evailable only to Government agencies on
written request, or ¢ any person on & showing of good eanse. Feilure
o fils the copy of ruch egreement or understanding chell vender
pearmanently vnenforceable such sgreament or understanding and eny
petent of such parties involved in the intesfesence of eny patant
subsequently issusd on eny epplication of such parties so involved, The
Commissioner mey, however, on e showing of good eause for feilure
o fiile widhin the time prescribed, permit Uiz filing of the egreement or
understanding during the six month period subseguent @ the termine.
tion of the interference es between the parties 1o the egresment or

‘The Commissioner shell give notics 1o the parties or their ettomeys
of record, & reasonsble time price 1o seid termination, of the filing
reguirement of this section. If e Commissionsr gives such notice &
a lnter time, irvespective of the right o fils such egreement or under-
standing within the six-month peziod on e showing of good cause, the
partiea may file such sgreement or vndereisnding within eixty days of
the receipt of guch notice,

Any discrationssy ection of the Commissioner under tils subsec-
tion ehall be reviewebls under section 10 of the Administrative Proce-
dure Act.

(d) Pesties to o patent intesference, within such tims e may be
specified by the Commissioner by regulation, may determine such
contest or any aspect thereof by scbitration. Such erbitration ghall be
govemned by the provigions of title 9 o the extent such tidle is not
inconeistent with this section. The perties shell give notice of any
esbitration awerd to the Commissioner, end such award shall, &
between the pertiss to the erbitration, be dispositive of the issues to
whichitrelotes, The ssbitretion aweard ehall be unenforceshlountil such
notics is given. Nothing in this subsection shall preclude the Commis-
sioner from determining patentability of the inveation involved in the
interference

(Subesction () emendsd Nov. §, 1984, Public Lew 98-622, gec.
202, 98 Stas. 3386.)

(Subsection (c) emended Oct. 15, 1962, Public Law 87-831, 76
Stat. 958: Jan. 2, 1975, Public Law 93-596, sec. 1, 88 Sum. 1949.)

(Subsection (d) added Nov. 8, 1984, Public Law 98-622, sec. 105,
98 Sag, 3385.)

The Patent end Trademark Office (PTO) conducts interfer-
ence proceedings to determine who as between two or more ap-
plicants for patent or one or more gpplicants and one or more
patentees is the first inventor of 8 patentable invention. Prior to
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Febmaxyll 1935 medemmmamwasmdebyanwdor 1204) , © 1.608(2) L

Patent Interferences, The PatentLaw Amendments Actof 1984,  1.204(c) : 1.608(b)
Public Law 98-622. §§ 201 202 combined the Board of - 1205(8) - . 1.606
Appeals and the Board of Patent Interferenices into a single . 12050 - 1.60%a), )
* Board of Patent Appeals and Interferences (Board) and author-  1-205() | 1.607(d) -
mdmedemmﬂermmnymdpmmmbmtymmm '1?(’)6( 9 :%&;
In view of the discretion given the Board under 35 USC.  py® . 1609
- 135(s), asamended by Public Law 98-622 (“The Board....may  1.207(v) 1611
determine questions of pasentability . . . .", themlessetfmﬂ:m 1.208 CL613(b)
mthschapmwﬂlapplywallmmfewxcsdecmedonmafm 1211 1614
February 11, 1985, exceptinspecial circumstances, suchas: (1) - 1212 1.615
ingesferences which are declared as a result of a motion in ~ mew . 1616
another intesference which was pending before the Board be- ~ 1.228 1617
fore February 11,1985, (e.g.,sninterference declaredasaresult D% 1618
of a motion under 37 CFR 1231 to declare an sdditiona iﬁ:‘;f;; :-g::m
interference); (2) an interference related to another interference 1215(c) 1 629(“3
dechxedwiom!%mtyll, 1985 (e.g..aninterferenceinvolv- | 216(s) ' 1'622(‘). ®
ing & method of m & compound where an interference 1.216(e)(1)-(6) 1.623(s)
involving the same parties and the compound was declaredprior 1 216(p) 1 .m(c). 1.624(c), 1. st(c)
- toFebeaary 11, 1985); and (3) an interference reinstituted afier  1.216(c)
having been dissolved under the old rules (37 CFR 1201 -  121%4s) 1 m(.). 1.625(s)
1.288) (e.g.. an interference reinstituted efier having been  1.217() ) 1.62%e)
dissolved ssaresult of amotion under 37 CFR 1.231 o digsolve 1218 1.621(a)
on the grounds of unpatentsbility where the spplicant has 1219 1627
obtained allovmnce of the claims held unpatentsble in the 1222 1.628
decision on motions), For these interferences the provisionsof 1223 Le2
>MPEP< Chapter 1100 remain in effect. 1236 1.640d), (o), end 1.651(c )4
Theough the rules and provisions of this chapter, the PTO ;70 Tere @ mdLSLEKG
seeks ¢o improve interference procedure so that the rights of
parties in interfesences sre determined atan early dite gnd the oy s
overall process of examining patent spplications whichbecome 1,931 1.633, 1.634
involved in inteeferences is simplified. 1237 1.641
The new rules for interferences are set forth herein in >37 1238 1.642
CFR< 1.601 through 1.688. The new rules replace entirely the 1242 1.643

previous interference rules (37 CFR 1.201 theough 1.288). A  1.243 1.635, 1.636, 1.637(b), 1.638
“six hundred” number series is used for the new rules. Theuse  Uirough 1.640 '

of & six hundred number series for the new rules will permit :% :'6“
- interested individuals 1 rescarch published decisions (68, | 245 lz"s(;;
PMUS@«WMMW(&;.. 1247 1.646
LEXIS) citing the new rules. 1.248 1.646
An index of the headings of >37 CFR< 1.601 - 1.688 anda 0y 1.647
teble correlating 37 CFR 1.201 twough 1.288 (formerrules)to 1261 1.651
>37 CFR< 1.601 theough 1.688 (revised rules) appears below. 1252 1.652
. 1253 1653
Rule Corvelation Table 1254 1.636
1258 1.656{(c)
EonmeeRule BevisedRule, 1256 1.684
1.201(s) 1.601(1) 1.25%(s) 1.657
1.201(b) 1.601(3) 1.257(b) 1.658(c)
1201(c) - 1.602 1.258 1.635
1202 none 1259 1.659
1.203(s) 1.603 B 1.660
1.203(b) 1.605(e) 1.262 1.662(s)
1.20%(c) 1.605(0) 1.265 . 162)
6w 1.604(s) 1264 1.662(b)
1.20%(d) , 1.604(b) now 1.662(e)
1.204(s) none . 1.265 . 1663
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1.266 1.664
1.267 1.665
1.268 1.666
127 1.671(h)
new _ 1.671(g)
1.272(s) 1.67%(s), (b)
1.272(b) 1.672(d)
1.272(c) 1.67%e), (O
1.273(z) 1.673(a), (c), (&)
fiew 1.673(e)
1.273(b) 1.673()
1.274- 1.674
1275 1.675
1.276 1.676
1277 1.677
1278 1.678
1279 1.679
1.281 1.645(s)
1282 1.682
1.283 1.683
1.285 1.685
1.286. eliminated
1.287(eX1)(5), (ii} 1.673(b)
1.287(e)(1)(iii) 1.673(e)
1.28%(s)2)(3) elimingted
1.287(b) 1.687(b)
1.28%¢) 1.687(c)
1.287(8)(1) 1.673(c)
1.287(dX2) 1.616
1.28%(e) 1.687(3)
1.288 1.688

2300.02 Outline of Interference Procedure [R-9]

The following statement appears in & “section-by-gection”
analysis submitied for the Record by Representative Kasten-
meier during discussion of HLR. 6286 (Pub. L. 98-622) on the
floor of the House (130 Cong. Rec. H10528, columns 2 and 3):

“It is expected that interferences will become simpler,
more expeditious, end Jess costly. Under the bill, all issues of
patentsbility end priority which erise in e interference canbe
decided in & single proceeding rather then in 8 series of
complicated inter partes end ex parte proceedings.”

Under the revised rules, interferences are decided by the
Board. The Board has jurisdiction to determine (1) priority of in-
vention, (2) patentability of any claim corresponding to & count
both astoapplicants and patentees, (3) eny issue of inteeference-
in-fact as to any count, and (4) any other issue necessary to
resolve the interference. The rules permit an interference to be
declared on the basis of a single count defining one patentable
invention in interferences involving patents as well as applica-
tions, The Board also has jurisdiction to determine whether
courntg ase patentably distinct.

When an interference is declared, an examiner-in-chief is
assigned to handle the interlocutory stages of the interference.
An examiner having full signatory authority determines when
one or more applications or one or more applications and &
patent claim the same patentable invention. When the examiner
makes such determination, the examiner will forward any
involved applications or patents to the Board. The examiner will
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designate, &t the time the involved applications or patents are
senttothe Board, the claims of any application and patentwhich
correspond to each count. The examiner-in-chief can subse-
quently designate additional claims to correspond to the count.
The examinez-in-chief assigned to handle the interference will
issue a notice to the parties declaring the interferenice.

The object of the interference will be to resolve all contro-
versiesastoall interfering subject matter defined by one or more
counts. A final decision in the interference will determine who,
if anyone, is entitled to claims which correspond to & count. Any
decision adverse to an applicant by the Board will constitute a
final refusal by the PTO to that applicant of the claims involved.
Any decisionadverse toapatentee constitutes cancellation from
the patent of the claims involved.

Any decision by the Board on any issue is binding on the
examiner and >will<* govern further proceedings in the PTO.

The designation of a single examiner-in-chief to handle the
intezlocutory phases of an interference will permit better man-
agement of, and control oves, interference proceedings. The
rules provide that times be set and the examiner-in-chief exer-
cise control over proceedings in the interference such that
peadency of the interference before the Board from declaration
to final decision will not normally exceed 24 months. The
examiner-in-chief should be familiar with the history of the
intesference and will be accessible to counsel for the parties. For
example, an examiner-in-chief, when appropriate, may conduct
telephone conference calls 1o obtain agreement of the parties on
the setting of schedules. The rules also permit the examines-in-
chief whold hearings in the PTO or by conference telephone call
in order to expedite or setile interiocutory issues in interfer-
ences, Any hearing can be transcribed by a court reposter under
such conditions as an examiner-in-chief or the Board deems
appropriste. The examiner-in-chief, where appropriate, will be
available by phone to rule on the admissibility of evidence in the
event parties encounter unusual problems during the teking of
depositions. The examiner-in-chief will also be available torule
on requests for production of documents which take place
during cross-examingtion. Oral orders given by phone will be
followed by written orders.

At the time an interference is declared, the examines-in-
chief will st a time for filing preliminary motions. The prelimi-
nary motions can include:

(1) A motion for judgment on the ground that a claim cosre-
sponding to the count is not patentable to an opponent under 35
U.S.C. 102, 103, 112, or any other provision of law.

(2) A motion for judgment on the ground that these is no
interference-in-fact between the claims of the opponents in the
interference,

(3) A motion to add or to substitute new counts, to amend &
claim corresponding 0 a count, to designate an application or
patent claim ¢o correspond to a count, to designate an applica-
tion or patent claim as not corresponding to acount, or torequire
an applicant to present & ciaim to be designated to correspond to
a count,

(4) A motion to substitute anothei application for the appli-
cﬂmmvolvedmdwmterferemeorwwdanapphcauonfow
reissue (o the intesference.

2300 -4



INTERFERENCE

(5) A motion to declare another interference.
(6) A motion to be accorded the benefit of an earlier

application or o attack the benefit of an earlier application

which has been accorded to an opponeat.

Other motions are permitted as necessary, such as a motion
to amend the count and/or a claim cotresponding to the count in
response to a preliminary motion for judgment.

Oppositions to motions are permitted if filed within a time
setby the examines-in-chief. Replies are also authorized. Papers
which are not authorized by the rules or requesied by the
- examiner-in-chief can be returned unfiled.

A preliminary statement will be filed prior to or concurrently
with the preliminary motions outlined above.

Motions will be decided by an examines-in-chief, who may
consult with an examiner on questions of patentability which
have not previously been decided by the examiner. The exam-
" iner-in-chief may grant a motion, deny a motion, defer consid-
eration on the merits of a motion (o final hearing, or take such
other action with respect to 8 motion as may be appropriate, €.g.,
. dismiss an entirely inappropriate motion.

At the time preliminary motions are decided, the prelimi-
nary statements will be opened. If a decision on a motion or an
inspection of the preliminary statement results in entry of an
order to show canse why a judgment should not be entered, the
party against whom judgment might be entesed can request &
hearing befc.e the examiner-in-chief and two additional exam-
iners-in-chief. The decizion will govem further proceedings. If
adverse, the decigion will constitute a final agency action. If
favorable, theinterference will proceed before the examines-in-
chief.

After preliminary motions are decided and assuming judg-
ment does not result, a period may be get for the parties to file
motions for additional discovery. The scope of the additional
discovery would be the same as under current practice.

When a time period is set for filing discovery motions, or
after discovery has closed, the examiner-in-chief will set a
period for taking testimony. Any party wishing to take testi-
_ mony of awitness can elect to have the testimony of the witness
taken by deposition or presented by affidavit. A transcriptof an
ex parte deposition can be used &s an affidavit. If an affidavit is
presented, the opposing party may then cross-examine on oral
deposition. Any redirect will take place at the deposition. The
party calling the witness is responsible for securing a coust
reporier and filing the wranscript and record associated with
crogs-examination of its witnegs,

In the event & party needs testimony from a third-party who
will not appear unless a subpoena is issued, including a hostile
witness, direct and cross-examinstion testimony may be taken
onoral deposition. The rules provide that prior authorization of
an examiner-in-chief is required before & party can take testi-
mony by issuance of a subpoena under 35 U.S.C. 24. The
revised rule thus adoptsthe policy of Sheehanv. Doyle, S13F.24
895, 898, 185 USPQ 489, 492 (15t Cir.) cert. denied, 423 U.S.
874 (1975), and Sheehan v. Doyle, 529 F.2d 38,40, 188 USPQ
545,546 (15t Cir.), cert. denied, 429 U.S. 870 (1976), rehearing
denied, 429 U.S. 987 (1976), and rejects the policy announced
in Brown v. Braddick, 595 F.2d 961, 967, 203 USPQ 95, 101-
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102 (5th Cir. 1979). Testimony obtained in other proceedings,
¢.g..anotherinterference or aninfringementaction, may beused
if otherwise ddmissible.

Under the rules, the Federal Rules of Evidence are made
applicable to interferences, except for those portions which
relate to criminal actions, juries, and other matters not relevant
to interferences. Those portions include:

(I) Rule 103(c)

(2) Rule 104(c), (d), and (¢)

(3) The language in Rule 105 which reads “and instruct
the jury accordingly.”

(4) Rule 201(g)

(5) Thelanguage in Rule 403 whichreads“or misleading
the jury.”

(6) Rule 404(a)(1) and (2).

(7) The word “charge” in Rule 405(b).

(8) The language “or criminal” and proviso (i) in Rule
410.

(9 Rule 412

(10) Rule 606

(11) The language “whether by an accused” and “other”
in the last sentence of Rule 607.

(12) The provisions of the first seatence of Rule 611(c)
relating to leading questions on direct examination do not apply
to statements made in an affidavit euthorized to be filed under
the rules.

(13) The language “Except as otherwise provided in
criminal proceedings by section 3500 of ttle 18, United States
Code” and “except that in criminal cases when the prosecution
elects not to comply, the order shall be one striking the testi-
mony or, if the courtinits discretion determines that the interests
of justice go require, declaring a mistrial” in Rule 612.

(14) Rule 614.

(15) Rule 706

(16) The language “excluding, however, in criminal
cases matters observed by police officers and other law enforce-
mempamnel" “gnd against the Government in criminal
cases” in Rule 803(8).

(17) The language “but not including, when offered by
the Government in a criminal prosecution for purposes other
than impeachment, judgments against persons other than the
second” in Rule 803(22).

(18) The language “prosecution for homicide orin a” in
Rule 804(b)(2).

(19) The language “A statement tending to expose the
declarant o criminal lisbility end offered to excuipate the
accused is not admissible unless corroborating circumstances
clearly indicate the wustworthiness of the statement” in Rule
804(bX3)-

(20) Rule 1201(a), (b), (d)(3), and (e).

The examiner-in-chief will set a period for filing the record
and briefs, Oral hearings normally will be held before @ panel
consisting of the examiner-in-chief assigned to the intesference
and two other examiners-in-chief, The panel will render a final
decision in the interference. Requests for reconsideration are
permiteed.

In rendering its decision, the Board will consider only that

Rev. 9, Sepe. 1968



2301.01

evidence which can be made availsble to the public under >37
CFR<* 1.1)(g). Accordingly, the Board will not consider evi-
dence which is submitted under a protective order issued by a
courtifrelease of thatevidence under>37 CFR<* 1.11(g) would
be inconsistent with the terms of the courts order.

Afinal decision of the Board isreviewable in the U.S, Court
of Appeals for the Federal Circuit or an appropriate U.S. district
court. Any reviewing court canreview all aspects of the decision
including patentability, priority, and all relevant interlocutory
orders, such as denials of discovery.

Exceptasnoted above, the revised rules are applicable to all
interferences declared o or afier February 11, 1985. Interfer-
ences declared prioe to February 11, 1985 continue to be
governed by the peior rules (37 CFR 1.201 - 1.288, July 1, 1984)
and will be decided by personnel of the Board of Patent Appeals
and Interferences. Actions previously taken by a patent interfer-
ence examiner or examiners of interference will be taken by an
examinez-in-chief,

An anticipated time schedule for a two-pasty interference
follows:

MANUAL OF PATENT EXAMINING PROCEDURE

2301.01 Preliminaries to an Interference [R-2]

- An interference is ofien an expensive and time-consuming
proceeding. Yet, it is neceasary to determine priority when two
applicants, or an applicant and a patentee, areclaiming the same
patentable subject matter and their filing dates are close together
that there is a reasonable possibility that the first to file isnot the
firstinventor. The fact thatanapplication is areissue application
does not preclude it from being involved in an interference.

nwgrutestcaremustﬂwufmbeexmmdboﬂmthemh

for interfering epplications and in determining whether an
interference should be declared. Also the claims in recently
issued patents, especially those used as references against the
application claims, should be considered for possible interfer-
ence.

‘The question of the propriety of initiating an interference in
any given case is affected by g0 many factors that a discussion
of them here is impracticable. Some circumstances which
render sn interference unnecessary are heseafier noted, buteach
instance must be carefully considered if serious errors are to be
avoided.

Bvent in Interfesence Tiene Trom last Total time in Indeteemining whether an interference isniecessary, a claim
interference ghould be given the broadest interpreiation which it reasonably
will support, bearing in mind the following genezal principies:
Tntesference daclered (1.611) (a) The intespretation should not be strained.
F:;lzofﬂdmmlvw(lﬁzi) (b) Express imitations in the claim should not be ignored
wwm:fmﬂm) 3months 3 months nor should limitations be read therein.
m(lﬁl(a))- 2Bmonth 3 2/3 months (¢) Before a claim (unless it is a pateated claim) is consid-
Filing replies to itions (L638(b) 2B month 4 1/3 mont ered as the basis for the count of an interference the claim should
m"”: Oppositions (1L.6600)1), be allowable and in good form. No pending claim which ig in-
open preliminary !”"mﬁ’"amn. definite, embiguous o¢ otherwise defective thould be tie basis
(1.687(c) and sestimony (1.651(s)).  1month  $ 1/3 months (d) A claim copied from & patent, if ambiguous, should be
Filing of motions of discovery (1.635, interpreted in the light of the patent in which it osiginsted,
1.651(e), 1.687(c)). imonth 6 1/3 monthe (¢) Since en interference between cases having 8 common
Filing of opposition to motion for discovery assignee is not normally instituted, all cases must be submitted
(1.638(a)). o 10 motice for 2B monts 7 monthss to the Assignment Division for a title report.
%ﬁ”wm smotion du;gmy 225 (f) If doubs exist as to whether there is an interference, an
Decision on motion for discovery 23 month  § 13 months not be :
Time for complisce with any discovery 2B month 9 monthe
Tunior pasty testimony (case-in-chief; 2301.01(a) In Different Groups [R-2]
1.672(b)): Testimony 2owats 11 months
Senioe pasty cross-examination of An interference between applications assigned to different
%M (case mim 12 months groupsis declared by the group whese the controlling interfering
case-in rebuttal, 1.672(b): Testimony  12/5mihs 13 2/3 mubis %‘“““’di?m"mf'}w mm“'“‘“;m““
Junior pasty cross-exsmination of effisnts . . crcace,
if needed imonth 1423 mby  furthertransfermay benecessary depending upon the outcome.
Jenior party testimony (case-in rebuttal):
szﬁ“u&mmm“m“ml 13mths 16 months 2301.01(b) The Interference Search [R-9]
if needod 2B montds 16273 mhs
P o o I v i st
Brief fos janior pesty (1.656) tmonth 19 months applicationis
Brief for senior pesty (1.656) tmonth 20 months must be extended o all classes, in and out of the examining
Reply brief foe junior party (1.656) 2month 2023ms  BTOUP, Whichithas been necessary to searchin the examination
Final hearing (1.654) imonth 2123mus  oftheapplication, See >MPEP< § 130208,
. Decigion (1.658) 2monthe 23 2/3 mths Moreover, the possibility of the existence of interfering ap-
Rev. 9, Sept. 1968 2300-6
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plications should be kept in mind throughout the prosecution.
Where the examiner at any time finds that two or more applica-
tions are claiming the same invention and the examiner doesnot

deem it expedient to institute interference proceedings at that .

time, the examiner should make & record of the possible inter-
ference as on the face of the file wrapper in the space reserved
for class and subclass designations. Such notations, however, if
made onthe file wrapper or drawings, mustnotbe suchastogive
any hint to the applicants, who may inspect their own applica-
tions at any time, of the date or identity of a supposedly
. interfering applications. Serial numbers or filing dates of con-
flicting applications must never be placed upon drawings or file
wrappers. A book of “Prospective Interferences™ should be
maintained containing complete data conceming possible inter-
ferences and the page and line of this book should be referred to
on the respective file wrappers or drawings. For future refer-
ence, this book may include notes as to why prospective inter-
ferences were not declared.
In detesmining whether an interference exists, the primary
_examiner must decide the question. An examiner-in-chief may,
however, be consulted for advice.
The group director should be consulted if it is believed that
the circumstanices justify an interference between applications
neither of which is ready for allowance.

2301.02 Definitions [R-9]

37CFR 1801 Scope of rules, definitions.

‘This subpert governs the procedure in patent interferences in the
Puent end Trademesk Office. This subpart shall be construed 1o secure
the just, speedy, end inexpensive determination of every intesference.
For the meaning of tarms in the Federzel Rules of Evidence es applied
to interfesences, see § 1.671(c). Unless othsrwise clear from te
context, the following definitions epply 15 this subpast;

(e) “Additional discovery™ is discovery to which a party may be
entitled under § 1.687 in eddition to discovery to which the perty is
entitled as 8 matter of right wnder § 1.673(e) and (b).

(b) “Affidavit” means effidavit, declaration under § 1.68, or
statutory declaration under 28 U.S.C. 1746. A senseript of en exparte
‘deposition may be used as an affidavit.

(c) “Boerd” means the Board of Patent Appeals and Interferences.

(d) “Case-in-chief” means thet portion of e party’s case where the
paty has the buxden of going forward with evidence,

(e) “Cese-in-rebutial” means thet portion of & pany’s case where
the pasty presents evidence in rebuttel o the case-in-chief of snother

paty.

@) A “coumt” defines the intesfering subject matter between (1)
two or more spplications or (2) ene or more applications end one or
more petents. When there is more than one count, esch count shall
define s sepazete patentable invention, Any claim of en epplication or
patent which to e count is & claim involved in the interfer-
ence within the meaning of 35 U.S.C. 135(s). A claim of & patens or
epplication which is identical to 8 countis said to “corregpond exsctly”
1o the count. A claim of s patent or applicetion which is not idemticel to
& eount, but which defines the same patentable invention as the count,
is seid to “correspond substentielly” to the count. When & count is
broader in scope then oll claims which correspond to the count, the
count is & “phantom count.” A pheitom count is not patentable to any
pegty.

2300-7

2301.02

(g) The “effective filing date™ of an spplication or & patent is the
filing date of an esr lier application accorded to the spplication or patent
under 35 US.C. 119, 120, or 365.

(h) In the case of an epplicetion, “filing date™ means the filing date
assigned to the application. In the case of 2 patent, “filing date” means
the filing date assigned to the spplication which issued as the patent.

- (i) An“interference” is & proceeding institnzd in the Patent and
Trademark Office before the Board 1o determine any question of
patentebility and priority of invention between two or more pariies
claiming the same patentsble invention. An interference may be
declared between two or more pending spplications naming different
inventors when, in the opinion of en exeminer, the spplications contain
claims for the same patenisble invention. An interference may be
declared between one or more pending applications and one or more
unexpired patents naming different inventors when, in the opinion of
an examiner, any epplication snd eny unexpired patent contsin cleims
for the seme patentsble invention.

(i) An “interference-in-fact” exists when at least one claim of 2
party which comresponds to & count and &t least one claim of en
opponent which corresponds to the count define the seme patentable
iRvention.

(k) A “leed” attomney or sgent is & registered attomey or agent of
record who is primarily responsible for prosecuting an interference on
behslf of & party end is the sttomney or sgent whom en examniner-in-
chief may contact to set times and take other aciion in the interference.

(@) A “pasty” is (1) en epplicant or patentee involved in the inter-
ference or (2) s legal representative or an assignee of an applicant or
patentee invelved in an interference. Where acts of @ party are normally
performed by an sitomey or sgent, “party” mey be construed to mesn
the atosney or agent. An “inventor™ is the individuel nemed as inventor
in enspplication involved in an interference or the individual nemed ss
inventor in a patent involved in an interference,

(m) A “senior pazty™ is the pagiy with essliest effective filing dats
as to el counts or, if there is no party with the easliest effective filing
date e to ell counts, ths party with the earliest filing date. A “junior
party” is any other pasty.

(n) Invention “A” is the “same patentsble invention” @ an
imvestion “B" when invention “A” is the same 08 (35 U.S.C.102) ar is
obvious (35 US.C. 103) in view of invention “B" sssuming invention
“B" is prior art with respect to invention “A". Invention “A” is a
“separsie patentable invention” with respect to invention “B* when
nvention“A” isnew (35 U.S.C. 102) end non-obvious (35 U.S.C. 103)
in view of mvention “B" essuming invention “B™ is prior ent with
sespect o invention “A”,

(o) “Swom" means sworn or affirmed.

() “United States” munsﬂwUnﬁedSMofAmcl.m
tegrilories end possessions.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR
23123, May 31, 1985, ]

Under>37 CFR< 1.601 the rules shall be construed o secure
the just , speedy, and inexpensive determination of interfer-
ences. 37 CFR< 1.601 defines various tezms used in Subpart
E of the Rules of Practice mcludmg “additional discovery,”
“affidavit,” “case-in-chief,” “case-in-rebutial,” “count,” “ef-
fective filing date,” “filing date * “interference,” “interference-
in-fact,” “junior party,” “lead” attorney, “party,” “phantom
count,” “same patentable invention,” “ separate patentable
invention,” “senior party,” “swom,” and “United States »
“Affidavits” include declarations under 35 U.S.C. 25 end 37
CFR 1.68 as well as siatutory declarations under 28 U.S.C.
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1746. The definition “United States” is the same as the defini-
tion of United States in 35 U.S.C. 100(c).

The definition of “interference” permits an interference be-
tween one or more applications and one or more patents. Thus,
the revised rules follow the policy of Wilson v. Yakel, 1876 C.D.
245 (Comm'r. Pat. 1876) and, to the extent inconsistent there-
with, do not follow the policy announced in Touval v. New-
combe, 194 USPQ 509 (Comm 'z, Pat. 1976). However, in view
of the statutory requirement for the presence of at least one
application in an interference, if an applicant were to concede
priority or otherwise be terminated from an interference involv-
ing only one application and more than one patent, the interfer-
ence would have to be terminated for lack of subject matter
Jurisdiction unless one or more of the patentees filed an appli-
cation for reissue which could be added to the interference under
>37 CFR< 1.633(h).

A “count” defines interfering subject matter. An interfer-
ence may have two counts only if the second count defines a
“separate patentable invention” from the first count. The reason
the second count must define a separate patentable invention is
to permit the PTO to lawfully issue separate patents to different
parties in an interference when asingle party doesnot prevail as
toallcounts. A “separate patentableinvention” is definedin>37
CFR< 1.601(n):

Invention (A) is & “separste patenteble invention™ with
respect to invention (B) when invention (A) iz new 35 US.C.
102) and unobviws (35 U.S.C. 103) in view of invention (B)
assuming invention (B) is prior axt with respect to invention
(A).

2302 Ownership of Applications and Patents
Involved in an Interference [R-9]

37 CFR 1.602 Inserest in applications and patents inveolved in an
interference. .

(2) Unless good cause is shown, en interference shall not be
declured or continued between (1) epplications owned by a single party
or (2) epplications end en unenpired patent owned by & single party.

(b) The pezties, within 20 days after an intezference is declared,
shell notify the Board of any and all right, title, and interest in eny
spplication or patent involved or relied upon in the interference unless
the right, title, and interest is set forth in the notice declering the
intesference.

(c) If e change of any right, title, end interest in any epplication or
patent involved or relied upon in the interfezence occurs after notice is
givendeclering the interference and before the time expires for seeking
judicial review of a final decision of the Board, the parties shall notify
the Board of the change within 20 days of the change.

[49 ER 48416, Dec. 12, 1984, added effective Feb. 11, 1985}

>37 CFR< 1.602 continues the previous PTO practice (37
CFR 1.201(c)) of not declaring or continuing an interfezence
between (1) two or more applications owned by the same party
or (2) an application and a patent owned by a single party unless
good cause is shown. A corporation and its wholly-owned
subsidiary are considered a “single party” within the meaning of
>37 CFR< 1.602(s). Under prior rules, when 2 patent and an
application involved in an interference became commonly
owned, the intesference was not “dissolved.” Rather, the PTO
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required that the intesference be terminated with a judgment.
Chillasv. Weisberg, 1928 C.D.24 (Comm r. Pat. 1928); Malone
v. Toth, 202 USPQ 397 (Comm'r. Pat. 1978); and Morehousev.
Armbuster, 209 USPQ 514 (Comm’r. Pat. 1980). Under the
revised rules, all interferences, including those involving only
applications, will be terminated with a judgment. As noted in
Chillas v. Weisberg, supra at25 “the common ovmer can allow
a judgment against the junior party to be rendered by default or
it can file a concession of priority from one party to the other.”
Paragraphs (b) and (c) of >37 CFR< 1.602 continue the previous
PTOpractice (37 CFR 1.201(c)) of requiring a party tonotify the
PTO of any real party in interest not apparent on the face of the
noticedeclaring the interference (see>37CFR<1.611) orof any
change in the real party in interest after the interference is
declared. The PTO needs to know the identity of any real party
ininterest to properly enforce >37 CFR< 1.602(a) and to enable
an examiner-in-chief to determine whether refusal is necessary
or appropriate. A new requirement in paragraph (b) and (c), of
>37 CFR< 1.602, not present in 37 CFR 1.201(c), is a 20-day
time period for advising the PTO of the identity of, or any
change in, the real party in interest.

COMMON OWNERSHIP

Where applications by different inventive entities but of
common ownership claim the same subject matter or subject
matier that is niot patentably different:

L. Interference therebetween is normally not instituted since
there is no conflict of interest. Elimination of conflicting claims
from all except one case should ususlly be required, 37 CFR
1.78(c). The common assignee must determine the application
in which the conflicting claims are propesly placed. Treatment
by rejection is set forth in >SMPEP< § 804.03.

II. Where an interference with a third party is found toexist,
the commonly-owned application having the earliest effective
filing date will be placed in interference with the third party. The
common assignee may move during the interference under 37
CFR 1.633(d) to substitute the other commonly-owned applica-
tion, if desired.

2303 Interference Between Applications [R-2)

37CFR1.603 Interference betweenapplications; subjecs matter of the
inserference.

Before en interference is declared between two or more epplice-
tions, the exeminer must be of the opinion that there is interfering
subject matter claimed in the epplications which is patentable 1o each
epplicens subject o & judgment in the interference. The interfesing
subject maiter shall be defined by one or more counts. Each count ghall
define & separate patentsble invention, Esch epplication must contain,
or be amended to contain, &t least one cleim which corresponds to each
count. All claims in the applications which define the same patentable
invention as & count shall be designated to o the count,

{49 FR 48416, Dec. 12, 1984, edded effective Feb. 11, 1985)

Where two or more applications are found tobe claiming the
same patentable invention they may be put in interference,
dependent on the status of the respective applications and the
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difference between their filing dates. One of the applications
should be in condition for allowance. Unusual circumstances
may justify an exception to this if the approval of the group
director is obtained.

Interferences will not be declared between pending applica-
tions if there is a difference of more than 3 months in the
effective filing dates of the oldest and the next cldest applica-
tions, in the case of inventions of a simple character, or a
difference of more than 6 months in the effective filing dates of
the applications in other cases, except in exceptional situations,

" as determined and approved by the group director. One such
exceptional situation would be where one application has the
earliest effective filing date based on foreign priority and the
other application has the earliest effective United States filing
date. If an interference is declared, all applications having the
interfering subject matter should be included.

Before taking any steps looking to the formation of an
interference, it is essential that the examiner make certain that
each of the prospective parties is claiming the same patentable

- invention (as defined in 37 CFR 1.601(n)) and that at least one
claim of each party corresponds o each count of the interference
and is clearly readable upon the disclosure of that party and
allowable in its application.

It is to be noted that while the claims of two or more
applicants may not be identical, yet if directed to the same
patentable invention, an interference exists. But mere disclo-
sure by an applicant of an invention which be or she is not
claiming does not afford a ground for suggesting to that appli-
cant a claim for the said invention based upon claims from
another application that is claiming the invention. The intention
of the parties (o claim the same patentable invention, as ex-
pressed in the summary of the invention or elsewhere in the
disclosure or in the claims, is an essential in every instance.

Where the subject matier found to be allowable in one
application is disclosed and claimed in another application, but
the claims therein (o such subject matter are either nonelected or
subject to election, the question of interference should be

. considered. The requirement of 37 CFR 1.601(i) that the con-
flicting applications shall contain claims for the same patentable
invention should be interpreted as meaning generally that the
conflicting claimed subject matier is sufficiently supported in
each application and is patentable to each applicant over the
prior art. The statutory requirement of first inventorship is of
transcendent importance and every effort should be made to
avoid the improvident issuance of a patent where there is an
adverse claimant.

Following are illustrative situations where the examiner
should take action toward instituting interference:

A. Application filed with claims to divisible inventions I and
I1. Before action requiring restriction is made, examiner discov-
ers another case having claims to invention I.

The situation is not altered by the fact that a requirement for
restriction had actually been made but bad not been responded
to. Nor is the situation materially different if an election of
noninterfering subject matter had been made without traverse
but 0o action given on the merits of the elected invention.

B. Application filed with claims to divisible inventions 1 and
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II and in response to a requirement for restriction, applicant
travesses the same and elects invention I. Examiner gives an
action on the merits of 1. Examiner subsequently finds an
application to another containing allowed claims to invention I1
and which is ready for issue.

The situation is not altered by the fuct that the election is
made without traverse and the nonelected claims possibly
cancelled.

C. Application filed with generic claims and claimed species
a, b, ¢, d, and e. Generic claims rejected and election of a single
species required. Applicant elects species a, but continues to
urge allowability of generic claims. Examiner finds another
application claiming species b which is ready for issue.

The allowability of generic claims in the first case is not a
condition precedent to setting up interference.

D. Application filed with generic claims and claims to five
species and other species disclosed butnot specifically claimed.
Examiner finds another application the disclosure and claims of
which ase restricted to one of the unclaimed species and have
been found allowable.

The prosecution of generic claims is taken as indication of
an intention to cover all species disclosed which come under the
generic claim.

In all the above situations, the applicant has shown an
intention to claim the subject matter which is actually being
claimed in another application. These are to be distinguished
from situations where a distinct invention is claimed in one
application but merely disclosed in another application without
evidence of an intent to claim the same. The question of
interference should not be considered in the latter instance.
However, if the application disclosing but not claiming the
invention is senior, and the junior application is ready for issue,
the matter should be discussed with the group director to
determine the action o be taken.

2304 Applicant Requests Interference Between
Applications [R-9]

37 CFR 1.604 Request for interference between applications by an
applicans.

(&) Anzpplicant may seek to have an interference declared with an
application of another by (1) suggesting a proposed count and present-
ing “>at least one< claim corresponding to the proposed count >or
identifying at least one claim in bis or her application that corresponds
to the proposed count<, (2) identifying the other application and, if
known, & claim in the other application which comesponds to the
proposed count, and (3) explaining why en interference should be
declared.

(b) When an applicant presents a claim known to the applicant to
define the same patentable invention claimed in a pending application
of another, the applicant shall identify that pending application, unless
the claim is presented in response to a suggestion by the examiner. The
examiner shall notify the Commissioner of any instance where it
appeers an epplicant may have failed to comply with the provisions of
this paragraph.

(49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
paragraph (e) amended 53 FR 23735, June 23,1988, effective Sept. 12,
1988)
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2305 Examiner Suggests Claim to Applicant
[R-14]

37 CFR 1.605 Suggestion of claim to applicant by examiner.

(a) The examiner may suggest that an applicant present a claim in
an application for the purpose of an interference with another applica-
tion or a patent. The applicant to whom the claim is suggested shall
amend the application by presenting the suggested claim with in a time
specified by the examiner, not less than one month. Failure or refusal
of an applicant to timely present the suggested claim shall be taken
withotst further action as a disclaimer by the applicant of the invention
defined by the suggested claim. At the time the suggested claim is
presented, the applicant may also (1) call the examiner’s attention to
other claims already in the application or which are presented with the
suggested claim and (2) explain why the other claims would be more
appropriate to be included in any interference which may be declared.

(b) The suggestion of a claim by the examiner for the purpose of
an interference will not stay the period for response to any outstanding
Office action. When a suggested claim is timely presented, ex parte
proceedings in the application will be stayed pending & determination
of whether an interference will be declared.

(49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

Although the subject of suggesting claims is treated in detail
at this point in the discussion of a prospective interference
between applications, essentially the same practice here out-
lined is also applicable to a prospective interference with a
patent.

If the applications contain claims covering the entire inter-
fering subject matter the examiner proceeds under 37 CFR
1.609 to form the interference; otherwise, proper claims mustbe
suggested to some or all of the parties.

Under 37 CFR 1.605, timely filing of an amendment pre-
senting a claim suggested by the examiner for purposes of an
interference would stay ex parte proceedings in the application
in which the claim is presented pending a determination by the
examiner of whether an interference will be declared. Also
under 37 CFR 1.605(a), when an examiner suggests aclaim, the
applicant will be required to copy verbatim the suggested claim.
At the time the suggested claim is copied, however, the appli-
cant may also (1) cail the examiner’s attention to other claims
already in the application or which are presented with the copied
claim and (2) explain why the other claims would be more
appropriate to be included in any interference which may be
declared.

It should be noted at this point that if an applicant presents
aclaim which corresponds exactly or substantially to a claim in
another application or patent without suggestion by the exam-
iner, 37 CFR 1.604(b) and **>37 CFR 1.607(c)< require him or
her to identify the other application or patent. See MPEP
§ 2308.

The question of what claim or claims o suggest in the
interfering application is one of great importance, and failure to
suggest such claims as will define clearly the matier in issue
feads o confusion and (o prolongation of the contest.

Before deciding what claim of claims to suggest (o an
applicant, the examiner should decide what the count or counts
of the prospective interference will be, keeping in mind that the
count must be patentable over the prior artand define the parties’
Kev. 14, Nov. 1992
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common invention (see MPEP § 2309 regarding the formation
of counts). The claim suggested to the applicant need not be
identical to the prospective count, but rather should be the
broadest claim within the scope of the prospective count which
the applicant’s disclosure will support, and which is otherwise
patentable to the applicant.

A response to the examiner's suggestion of a claim is not
complete unless it includes an amendment adding the exact
claim suggested to the application. Even though the applicant
may consider the suggested claim unpatentable, i00 narrow, or
otherwise unsuitable, it must be presented; otherwise, the inven-
tion defined by the suggested claim is considered to be dis-
claimed. The applicant must make known any such objections
to the examiner, and may at the same time present other claims,
or call the examiner's attention to other claims already in the
application, and explain why those claims would be more
appropriately included in the interference.

If, in copying a suggested claim, an esror is introduced by the
applicant, the examiner should correct the applicant’s claim to
correspond to the suggested claim,

Notification of the fact that the parties bave the same
attorney should be given to both parties at the time claims are
suggested even though claims are suggested to only one party.
See also MPEP § 2313.01. Notation of the persons to whom this
letter is mailed should be made on all copies.

The following sentence is usnally added to the letter sug-
gesting claims where the same attorney or agent is of record in
applications of different ownership which have conflicting
subject matter:

Autention is called to the fact that the attorney (or agent) in

this application is algo the attorney (or agent) in an application

of another pasty and of different ownership claiming substan-

tially the same patentable invention as cleimed in the above-

identified application.

The attention of the Commissioner is not cailed to the fact
that two conflicting parties have the same attormey until actal
interference is set up and then it is done by notifying the
examiner-in-chief as explained in >SMPEP< § 2308.01.

Form paragraphs 11.04 and 11.05 may be used to suggest
¢claims for purposes of interference o applicants.

§ 11.04 Suggestion of claim

The following allowable claim is suggested for the purpose of an
interference:

(1]

The suggested claim must be copied exactly, alihough other claims
may be proposed under 37 CFR 1.605(a).

APPLICANT SHOULD MAKE THE SUGGESTED CLAIM
WITHIN ONE MONTH FROM THE DATE OF THIS LETTER.
FAILURE TO DO SO WILL BE CONSIDERED A DISCLAIMER
OF THE SUBJECT MATTER OF THIS CLAIM UNDER THE
PROVISIONS OF 37 CFR 1.605(2). THE PROVISIONS OF 37CFR
1.136(s) DO NOT APPLY TO THIS TIME PERIOD.

Claim [2} considered unpatentable over this edditionally suggested
claim.

Ensminer Note:
1. Ins brackst 1, insest the suggested claim,
2. In bracket 2, list all claims pending in the application not
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considered (o be patentably distinct from the suggested claim.

3. Only one clzim ghould be suggested unless claims to separate
patentably distinct inventions are present. 37 CFR 1.601(n). Tosuggest
an edditional claim to & separate distinct invention, form paragraph
11.05 should follow this paragraph.

4. If the Office ection addresses other issues, such as arejection of
other claims, paragraph 11.06 should be included & the end of the
action.

¥ 11.05 Suggestion of additional claim for a distinct invention
The following claim is considered alloweble and directed to 2
separate patentable invention from the claim suggested above:
(1]
The sdditionally suggested claim must be copied exactly, although
other claims may be proposed under 37 CFR 1.605(e).
APPLICANT MUST ALSO MAKE THIS ADDITIONALLY
SUGGESTED CLAIM WITHIN ONE MONTH FROM THE DATE
OF THIS LETTER. FAILURE TO DO SO WILL BE CONSIDERED
A DISCLAIMER OF THE SUBJECT MATTER OF THIS CLAIM
UNDER THE PROVISIONS OF 37 CFR 1.605(z). THE PROVI-
. SIONS OF 37 CFR 1.136(s) DO NOT APPLY TO THIS TIME
PERIOD.
Claim [2] considered unpatentable over this edditionelly sug-
gested claim.

Examiner Note:

‘This peragraph must be preceded by parsgreph 11.04 end should
only be used ‘o suggest o patentably distinct claim from the one
suggested in paregraph 11.04.

§ 11.06 Suggestion of claims - prosecution suspended

Applicant need >not<respond to the remaining issues in this action
if a suggested claim is copied for the purpose of an interference within
the time limit specified above. 37 CFR 1.605(b).

Ezaminer Note:

‘This peragraph should be used at the end of any Office sction where
claimsg are suggested using either pazagraph 11.04 or 11.08 end where
additional issues (¢.g., & rejection of other claims) ave addressed in the
action that will be suspended should epplicant copy the suggested
cleim.

2305.01 Action To Be Made at Time of Suggesting
Claims [R-9)

At the same time that the claims are suggested an action is
made on each of the applications that are up for action by the
examiner, whether they be new or amended cases. In this way
possible motions under 37 CFR 1.633(c) and (d) may be
forestalled, That is, the action on the new or amended case may
bring to light patentable claims that should be included as
corresponding o the count of, or as forming the basis for an
additional count of the intetference, and, on the other hand, the
rejection of unpatentable claims will serve (o indicate to the
opposing pasties the position of the examiner with respect to
such claims.

When anexaminer suggests thatan applicant presentaclaim
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foe interference, the examiner should state which of the claims
already in the case are, in his or her opinion, unpatentable over
the claim suggested, This statement does not constitute a formal
rejection of e claims, but if the applicant presents the sug-
gested claim but disagrees with the exzminer’s statement, the
applicant should sostate on the record, not later than the time the
claim is presented. In re Bandel, 348 F.2d 563, 146 USPQ 389
(CCPA 1965). If the applicant does not present the suggested
claim by the expiration of the period fixed for its presentation,
the examiner should then reject those claims which wege previ-
ously stated as being unpatentable over the suggested claim on
the basis that the failure to present constituted a concession that
the subject matter of those claims is the prior invention of
another in this country under 35 U.S.C. 102(g) and thus prior art
to the applicant under >35 U.S.C.< 103. In re Oguie, 517 F.2d
1382, 186 USPQ 227 (CCPA 1975). If the applicant does
present the suggested claim, when the interference is declared,
the claims stated to be unpatentable over the suggested claim
will be designated as corresponding to the count.

2305.02 Time Limit Set for Presenting Suggested
Claims [R-14]

Where claims are suggested for interference, a limited
period determined by the examiner, not less than one month, is
set for reply. See MPEP >§< 710.02(c).

Should any one of the applicants fail to present the claim or
claims suggested within the dme specified, all claims not
patentable (hereover are rejected on the ground that the appli-
cant bas disclaimed the invention to which they ase directed. If
the applicant presents the suggested claims later they will be
rejected on the same ground. See MPEP >§< 706.03(u).

2305.03 Suggested Claims Presented After Period
for Response Running Against Case [R-2]

If suggested claims are presented within the time specified
for making the claims, the applicant may ignore any outstanding
rejections in the application. Even if claims are suggesied in an
application near the end of the period for response running
against the case, and the time limit for presenting the claims
extends beyond the end of the period, such claims will be
admitted if filed within the time limit even though outside the
period for response to the rejection (usually a three month
shoriened statutory period) and even though no amendment was
filedresponsive o the Office action outstanding against the case
al the time of suggesting the claims. No portion of the case is
abandonedprovided the applicant presents the suggested claims
within the time specified. However, if the suggested claims are
not thus presented within the specified time, the case becomes
abandoned in the absence of a responsive amendment filed
within the period for response to the rejection. 37 CFR 1.605(b).
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2305.04 Suggestion of Claims, Application in
Issue or in Interference [R-14]

An application will not be withdrawn from issue for the
purpose of suggesting claims for an interference. When an
application pending before the examiner contains one or more
claims defining an invention to which claims may be presented
in a case in issue, the examiner may write a letter suggesting
such claims to the applicant whose case is in issue, stating that
if such claims be presenied within a certain specified time the
case will be withdrawn from issue, the amendment entered and
the interference declared. Such letters must be submitied to the
group director. If the suggested claims are not presented in the
application in issue, it may be necessary (o withdraw it from
issue for the purpose of rejecting other claims on the implied
disclaimer resulting from the failure to present the suggested
claims.

When the examiner suggests one or more claims for the
purpose of interference with a case in issue to an applicant
whose case is pending before him or hez, the case in issue will
not be withdrawn for the purpose of interference unless the
suggested claims shall be presented in the pending application
within the time specified by the examiner. The letier suggesting
claims should be submitted to the group director for approval.

In either of the above cases the Publishing Division should
be notified when the claims are suggested, so that in case the
issue fee is paid during the time in which the suggested claims
may be presented, proper steps may be taken to prevent the issue
fee from being applied.

The examiner should bosrow the allowed application from
the Publishing Division and hold the file until the claims are
presented or the time limit expires. This avoids any possible
issuance of the application as a patent should the issue fee be
paid. To fusther insure against issuance of the application, the
examiner may pencil in the blank space labeled, “Date paid” in
the lower right-hand comer of the file wrapper the initialed
request; “Defer for interference.” The issue fee is not applied
such an application until the following procedure is casried out.

When notified that the issue fee has been received, the
examiner shall prepare a memo o the Publishing Division
requesting that issue of the patent be defesved for a period of
three months due (o possible intesference. This allows a period
of two months to complete any action needed. At the end of this
two month period, the application must either be released to the
Publishing Division or be withdrawa from issue,

When an application is found claiming an invention for
which claims are (o be suggested to other applications already
involved in intesference, w form another intesference, the
primary examiner bosrows the last named applications from the
Service Branch of the Board of Patent Appeals and Interfer-
ences. In case the application is to be added to an existing
interference, the primary examiner need only send the applica-
tion and form PTO-850 (illustrated in MPEP § 2309.02) prop-
erly filled out as to the additional application and identifying (he
interference, (o the examines-in-chief in charge of the intesfer-
ence who will determine the action to be taken. Also see MPEP
§ 2342,
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§11.07 Suggestion of claims - application in issue
This application bas been withdrawn from issue for consideration
of a potential interference based oa the cleims suggested in this action.

Exeminer Note:

1. If & conflicting application is in issue, it shonld be withdrawn
using paragraphs 10.01 or 10.02 priorto suggesting claims for interfer-
€nce.
2.Either paragraph 11.04 or 11.08 must be used in conjunction with

this paragraph

§ 11.08 Requirement to copy pasens claim

The following claim number [1] from U.S. patent no. {2] is
suggested to applicant under 35 U.S.C. 135(a) for the purpose of an
interference:

“3{3]<

The suggested claim must be copied exactly, although other claims
may be proposed under 37 CFR 1.605(e).

APPLICANT MUST COPY THE PATENT CLAIM WITHIN
ONE MONTH FROM THE DATE OF THIS LETTER. THE EXTEN-
SION OF TIME PROVISIONS OF § 1.136(e) DO NOT APPLY TO
THIS TIME PERIOD. FAILURE TO COPY THE CLAIM WILL BE
TAKEN AS A CONCESSION THAT THE SUBJECT MATTER OF
THIS CLAIM IS THE PRIOR INVENTION OF ANOTHER UNDER
35U.8.C. 102(g) AND THUS ALSO PRIOR ARTUNDER 35U.S.C.
103. In re Oguie, 186 USPQ 227 (CCPA 1975).

Ezemiver Note:

1. In beacket 1, insert the number from the petent of the suggested
claim.

»2. In bracket 2, insext the number of the patent.<

*>3<. In bracket *>3<, insert & copy of the patent claim.

*>4<. Only one claim from the patent should be suggested for
interference unless other cleims to & soparate patentsbly distinct
invention are claimed in the patent and can be made by the applicant.
To suggest an additional cleim, paragraph 11.09 should follow this
paragraph.

*3»5¢. [f the Office action addresses other issues, such as arejection
of the claims, paragraph 11.06 should be included at the end of the
Office action.

§ 11.09 Copying additional patems claim for a distinct invention

Cleim number (1] from U.S. pstent no. {2] is suggested uader 35
U.S.C. 135(e) in addition tw claim [3] of the patent, suggesied shove.
The inventions defined by these patent claims are considered to be
“separeie patentable inventions” under 37 CFR 1.601(n) thet could
form the basis for plurel counts in en interference.

The suggested patent claim, reproduced below, must be copied
exactly, aliboughother cleims may be proposed under 37 CFR 1.605(a):

4]

APPLICANT MUST COPY THE ADDITIONAL PATENT
CLAIM WITHIN ONE MONTH FROM THE DATE OF THIS
LETTER. THE EXTENSION OF TIME PROVISIONS OF § 1.136(e)
DO NOT AFPLY TO THIS TIME PERIOD. FAILURE TO COPY
THIS ADDITIONAL CLAIM WILL BE TAKEN AS A CONCES-
SION THAT THE SUBJECT MATTER OF THIS CLAIM IS THE
PRIOR INVENTION OF ANOTHER UNDER 35U.S.C. 102(g) AND
THUS ALSO PRIOR ART UNDER 35 US.C. 103.

Ezaminer Note:

1. In bracket 1, insert the number of the patent cleim that is
patentably distinct from the claim specified in peagraph 11.08.

2. This peragreph must follow pezagreph 11.08 and should only be
used in those rere instances where both (be patent and te application

2300-12



INTERFERENCE

claim distinet, interfering inventions.

§ 11.11 Failure to apply terms of copied claim to the disclosure

Claim {1) of this spplication has been copied from U.S. patent [2]
for the purpose of an interference.

Applicant hes failed to specifically apply the terms of the copied
claim to the disclosure of the application, 8s required under 37 CFR
1.607(a)(3).

APPLICANTIS REQUIRED TOCORRECT THIS DEFICIENCY
WITHIN ONE MONTH FROM THEDATEOF THIS LETTER, THE

. EXTENSION OF TIME PROVISIONS OF 37 CFR 1.136{2) DONOT

APPLY TO THIS TIME PERIOD.
" §11.18 Foreign priority not substantiased

Should applicant desire to obtain the benefit of foreign priority
under 35 U.S.C. 119 prior to declaration of en interference, 8 swom
translation of the foreign application should be submitted under 37
CFR 1.55 in response to this action.

. Examiner Note:

‘This paragraph may be used when claims are suggested to appli-
cant from either an application or a patent and epplicant bes e claim for
priority not substantiated by a swom translation.

2306 Interference Between an Application and a
Patent [R-9]

37 CFR 1.606 Inserference between an application and a patens;
subject maiter of the inserference.

Before an interference is declared between an epplication end an
vnespired patent, an examiner must determine that there is interfering
subject matier clsimed in the epplication aad the patent which is
patentable o the applicent subject to e judgment in the interference.
The interfering subject matter will be defined by one or more counts.
Each count shall define 8 separate patentable invention. Any applice-
tion must coatain, oz be emended to contsin, ot lesst one claim which
cogresponds o each count. All cleims in the spplicetion and patent
which define the same patentable invention as & count ehall be degig-
. nsted to corregpond to the count. At the time en interference is initially
declazed (§ 1.6L1), a count shall not be nasrower in scope than eny
patentclaim which corresponds o the count and any single patent cleim
will be presumed, subject to & motion under § 1.633(c), not to contsin
separate patentable inventiouns.

[49 FR 48416, Dec. 12, 1984, edded effective Feb. 11, 1985]

An interference may be declared between an application and
a patent if the applicaton and patent are claiming the same
patentable invention, and at least one of the applicant’s claims
to (hat invention are patentable to the applicant. Since at least
oneof the applicant’s claims must be patentable, an interference
between an application and a patent cannot be declared if:

1. The patent is a statutory bar against the application under
35U8.C. 102(6);

2. The applicant’s claims ase not supported by the applica-
tion disclosure, o otherwise do not comply with 35 U.S.C. 112;

3. The applicant was not claiming the same or substantially
the same invention as claimed in the patent within one year afier
the date on which the patent was issued (35 U.S.C. 135(b));

4. The patent is a reference against the application under 3§
U.S.C. 102(¢), unless the applicant has filed a showing undes 37
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CFR 1.608. See >MPEP< § 2307 conceming the rejection of
claims in an application which correspond to claims of a patent.

Since the claims of a patent may not be altered (except by
reissue of reexamination), the applicant must ciaim the same
patentable inveation as is claimed i one or more claims of a
patent in order to provoke an interference with the patent. The
fact that the patent may disclose subject matter claimed by the
applicant is not a basis for interference if the pateat does not
claim that subject matter.

The practice followed prior to the adoption of 37 CFR 1.606,
wherein each patent claim formed the basis for a separate count
of the interference, no longer applies. Under present practice,
the counts of the interference are formulated in essentially the
same manner regardless of whether a patent is involved. As
stated in 37 CFR 1.606, each count “shall define a separate
patentable invention.” Therefore, instead of baving the same
number of counts as copied patent claims, the examiner detes-
mines how many separate patentable inventions are claimed by
the applicant and the patentee. When the interference is de-
clared, there will be only one count for each separate patentable
invention, with all the claims of the applicant and of the patentee
which claim each invention designated as corresponding to the
count for that invention. See >SMPEP< § 2309 for a more
detailed discussion of the formulation of counts.

An interference between an application and a patent may
arise in one of the following ways:

1. During examination of an application, the examiner may
determine that the application coatains one of more allowable
claims which are drawn to the same invention as claimed in a
patent. In that event, the examiner may proceed to initiate the
interference as described in >SMPEP< § 2305.

2. The examiner may discover a patent which claims an
invention which is disclosed by the applicant and to which the
applicant could present patentable claims. In that event, the
examiner may suggest (o the applicant a claim which would
define the same invention and would be patentable o the
applicant. See >MPEP< § 2305.

3. The applicant may provoke an interference with a patent
by presenting a proposed count and either presenting a claim
corresponding to the proposed count, o identifying a claim
already in the application that comresponds 1o the proposed
counts. See 37 CFR 1.607.

The requirement that the claims of the application and of the
patent define the same patenteble invention in order for an
interference to exist does not mean that the application claim or
claims must necessarily be identical ¢ the corresponding claim
or claims of the patent. All that is required under present practice
is that a claim of the application be drawn (o the same patentable
invention @8 a claim of the patent. An application claim is
considered o be drawn 0 the same patentable invention as a
patent claim if i¢ recites subject matter which is the same ag (35
U.S.C. 102) or cbvious in view of (35 U.S.C. 103), the subject
matter recited in the patent claim, 37 CFR 1.601(n). The test is
analogous to that applied for double patenting, i.e., if the
applicant’s claims would have been subject to a double patent-
ing rejection of the “same invention” or “obviousness” type (see
>MPEP< § 804) if the patent and application were by the same
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inventive eatity, then the application and patent claim are
directed to the same inveation. In all cases the examiner should
keep in mind the fundamental principle that the issuance of two
paients for inventions which are either identical to or not
patentably distinct from each other must be avoided. Aelony v.
Arni, 547 F.2d 566, 192 USPQ 486 (CCPA 1977).

37CFR 1.601(i) includes the possibility that an interference
may include more than one unexpired patent. The PTO does not
have jurisdiction to determine interferences involving only
patents, since 35 U.S.C. 291 grants the jurisdiction to the courts.
However, if the examiner discovers two or more patents which
are claiming the same inveation as an application, an interfer-
ence may be instituted between the application and the patents.
The group director’s approval must be obtained before an
interference involving multiple patents will be declared.

When an intesference with a patent is proposed it should be
ascertained before apy steps are taken whether there is common
ownership. Note >MPEP< § 804.03. A tide report must be
placed in both the application and the patented file when the
papérs for an interference between an application and a patent
are forwarded. To this end the examiner, before initiating an
intesference involving a patent, should refer both the application
and the patented file to the Assignment Division for notation as
0 ownership.

PATENT IN DIFFERENT GROUP

When an applicant seeks o provoke an interference with a
patent classified in another group, the propriety of declaring the
interfesence is decided by and the interference is initiated by the
group where the patent is classified. In such a case, it may be
necessary (o transfer the application, including the drawings,
temporarily o the group which will initiate the interference.

Under >37 CFR< 1.606, at the time an interference is
declared a rebustable presumption will exist that any patent
claim designated to correspond to a count does not emberace
separate patentable inventions. Moreover, at the time the inter-
fererice is declased, no count will be narrower in scope than the
broadest patent claim designated to correspoad w that count.
The presumption is rebuttable and may be chballenged and
overcome by a motion under >37 CFR< 1.633(c).

2307 Applicant Requests Interference With a
Patent [R-9}

37 CFR 1.607 Requsss by applicans fov intesference with patent.
(a) An spplicant may sesk o have en intesference declared
between an application end en unexpired patent by,

(1) » identifying the patent,

(2)< presenting e proposed count, >

(3) identifying ot least one<®® claim »in the patent< corregpond-
ing to the proposed count >,

(4) presenting ot least one claim coesponding <**® (o the pro-
posed count ot identifying ot least one claim already pending in bis or
ber applicsation thet corresponds (o the proposed count, and, if any
claim of the patent or spplication identified es comesponding (o the
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proposed count does not correspond exactly to the proposed count,
explaining why each such cleim corresponds (o the propozed count,
and *>
(5)< applying the terms of *>any< application cleim
>(i) identified as< corresponding to the count >and
(ii) not previously in the spplication< to the disclosure of the
application.

(b) When an applicant seeks an interference with a patent,
examination of the application, including any appeal to the Board, shall
be conducted with special dispatch within the Patent and Trademark
Office. The examiner shall determine whether there is interfering
subject matter claimed in the application and the patent which is
patentable to the applicant subject to & judgment in an interference. If
the examiner determines that there is any interfering subject matter, an
interference will be declared. If the eraminer determines that there is
no interfering subject matier, the examiner shall state the reasons why
an interference is not being declared and otherwise act on the applica-
tion. '

(c) When an spplicant presents a claim which corresponds exactly
or substantially to a claim of & patent, the applicant shall identify the
peteat and the number of the patent claim, unless the claim is presented
in response to 8 suggestion by the examines. The examiner shall notify
the Commissioner of any instance where an applicant fails o identify
the patent.

(d) A notice that an epplicantis seeking to provoke an interference
with & petent will be placed in the file of the patent and a copy of the
anotice will be sent to the pateatee. The ideatity of the applicant will not
be disclosed unless an interference is declsred. If o final decision is
made not to declare an interference, anotice to that effect will be placed
in the patent file end will be sent to the patentee.

(49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985;
paragraph () amended 53 FR 23735, June 23, 1988, effective Sept. 12,
1988))

Special Di I
Examiners should note that 37 CFR 1.607 requires that

examination of a application in which applicant seeks an inter-

ference with a patent “shall be conducted with special dispatch.”
>See MPEP § 708.01.<

2307.01 Presentation of Claims Corresponding
to Patent Claims Not a Response to
Last Office Action [R-2)

The presentation of claims corresponding to claims of a
patent when not suggested by the Office does not constitute a
response to the last Office action unless the last Office action
relied solely on the patent for the rejection of all the claims
rejected in that action,

Under 37 CFR 1.6185, upon declaration of an interference, ex
parte prosecution of an application involved in the interference
is suspended and any outstanding Office actions are considered
as withdrawn by operation of the rule. Ex parte Peterson, 49
USPQ 119 (Comm'r Pt  1941). Upon termination of the
interference, the examiner will reinstate the action treated as
withdrawn by operation of 37 CFR 1.615 and set a statutory
period for response.
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2307.02 Rejection of Claims Corresponding to
Patent Claims [R-9]

** When claims correspounding to claims of a pateat are
presented, the application is taken up at once and the examiner
>must determine whether the presented claims are patentable to
the applicant. If they are not, they should be rejected on the
appropriate ground(s). However, as long as one of the presented
. claims is patentable to the applicant and is claiming the same
invention as at least one claim of the patent, an interference
should be declared.

The ground of rejection of the patented claims may or may
notalsobeapplicable to the claims in the patent; ifitis, any letter
including the rejection must have the appeoval of the group
director. See MPEP 1003, item 10.

An interference will not be declared where the examiner is
aware of a reference for the claims which correspond (o the
patent claims, even if it would also be applicable to the patent.
" Ifsuchareference is discovered while an intesference involving
apatent is pending, (he examiner should call the reference to the
attention of the examinez-in-chief in charge of the interference,
for possible action undes 37 CFR 1.641.<**

Examples of * grounds of rejection >which would not also
be applicable to the patent< are insufficient disclosure in the
application, a.eference whose date is junior to that of the patent,
or because the claims are barred to applicant by the second
paragraph of 35 U.S.C. 135, which reads: “(b) A claim which is
the same as, or for the same or substantially the same subject
matter s, a claim of an issued patent may not be made in any
application unless such a claim is made prior (0 oae year from
the date on which the patent was granted.” See Ex parte Fine,
217 USPQ 76 (Bd. App. 1981). The anniversary date of the
issuance of a patent is “prior (O one year from the date on which
the patent was granted”, Swiszer v. Sockman, 333 F.2d 93§, 142
USPQ 226 (CCPA 1964). It should be noted that an applicant is
permitted to copy a patent claim outside the year period if be >or
she< has been claiming substantially the same subject matter
within the year limit. See Thompson v. Hamilton, 152 F.24 994,
68USPQ 161 (CCPA 1946); In re Frey, 182 F.24d 184, 86 USPQ
99 (CCPA 1950); Andrews v. Wickenden, 194 F.2d 729, 93
USPQ 27 (CCPA 1952); In re Tanke, 213 F.2d 551, 102 USPQ
93 (CCPA 1954); Emerson v. Beach, 215 F.2d 290, 103 USPQ
45 (CCPA 1955); Rieser v. Williams, 255 F 2d 419, 118 USPQ
96 (CCPA 1958); Stalego v. Heymes, 263 F.2d 334, 120 USPQ
473 (CCPA 1959); Corbets v. Chisholm, 568 F.2d 759, 196
USPQ 337 (CCPA 1977).

>If the patent has a filing date earlier than the application,
see MPEP § 2308.01.<

37 CFR 1.607(b) requires that “When an applicant seeks an
intesference with a patent, examination of the application,
including any appeal w the Board, shall be conducted with
special dispatch within the Patent and Trademark Office.”
Therefore, when all the claims presented ase rejected®” the
examiner sets atime limit foe reply, notless than thirty days, and
all subsequent actions, including action of the Board on appeal,
are special, Failuse (o respond oc appeal, as the case may be,
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within the time fixed, will, in the absence of a satisfactory
showing, be deemed a disclaimer of the invention claimed.

While the time limit for an appeal from the final rejection of
a claim cotresponding o a patent claim is usually set under the
provisions of 37 CFR 1.607(b), where the remainder of the case
is ready for final action, it may be advisable to set a shortened
statutory period for the entire case in accordance with 37 CFR
1.134.

The distinction between a limited time for reply under 37
CFR 1.607(b) and a shoriened statutory period under 37 CFR
1.134 should not be lost sight of. The penalty resulting from
failure to reply within the time limit under 37 CFR 1.607(b) is
loss of the claim or claims involved, on the doctrine of dis-

. claimer, and this is appealable; while failure to respond within

the set statutory period (37 CFR 1.134) results in abandonment
of the entire application. This is not appealable.

The rejection of claims presented for interference with a
patent sometimes creates a situation where two different periods
for response are running against the application - one, the
statutory period dating from the last full action on the case; the
other, the limited period set for the respouse to the rejection
(either first or final) of the presented claims. This condition
should be avoided where possible as by setting a shostened
period for the entire case, but where unavoidable, it should be
emphasized in the examiner’s letter.

In this connection it is to be noted that a reply to a rejection
or an appeal from the final rejection of the presented claims will
not stay the running of the regular statutory period if there is an
unanswered Office action in the case at the time of reply or
appeal, nor does such reply o appeal relieve the examiner from
the duty of acting on the case if it is up for action, when reached
in its regular order.

Where an Office action sets a time limit for response to or
appeal from that action or a portion thereof, the examiner should
note at the end of the leiter the date when the time limit period
ends and also the date when the statutory period ends. See
>MPEP< § 710.04.

§11.12 Rejection of claim corresponding to proposed count

Claizn [1) of this application has been copied by the applicant from
U.S. patent No. [2]. This claim is not patentable to tbe applicant because
3}

Aninterference cannot be initiatad since s prerequisite for interfer-
ence under 37 CFR 1.606 is that the claim be patentable to the epplicant
subject to 8 judgment in the interference.

Esaminer Notas
This paragraph must be preceded by a rejection of the claim.

§ 11.13 Claims nos copied within one year
Claim [1] rejected under 35 U.S.C. 135(b) 28 not being made prios
0 one year from the dets on which U.S. patent [2) wes granted.

¥ 1i.14 Copied claims drawn to differens invention

Cleim [1] of this application is ssserted by gpplicant o correspond
to claims of U.S. petent [2).

‘The examines does aot consider this cleim to be directed to the
same invention &s that of U.S. patent [3) because [4). Accordingly, s
interferencs cannot be initiated based upon this claim.
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2307.03 Presentation of Claims for Interference
With a Patent, After Prosecution of
Application is Closed [R-14]

An amendment presenting a claim to provoke an interfer-
ence in an application not in issue is usually admitied and
promptly acted on. However, if the case had been closed o
further prosecution as by final rejection or allowance of all the
claims, or by appeal, such amendment is not entered as a matter
of right.

An interference may result when an applicant presents
claims to provoke an interference with a patent which provided
the basis for final rejection. Where this occurs, if the rejection
in question has been appealed, the Board of Patent Appeals and
Interferences should be notified of the withdrawal of this
rejection so that the appeal may be dismissed as to the involved
claims.

Where the prosecution of (he application is closed and the
presented claims relate to an invention distinct from that claimed
in the application, entry of the amendment may be denied (Ex
parte Shohan, *>1941< CD. 1 (Comm'r Pat. 1940)). Admis-
sion of the amendment may very properly be denied in a closed
application, if prima facie, the claims are not supporied by the
applicant’s disclosure. An applicant may not bave recourse (o
presenting a claits corresponding (o a patent claim which
applicant has no right to make as a means to reopen or proloag
the prosecution of his or her case. See MPEP § 714.19(4).

AFTER NOTICE OF ALLOWANCE

When an amendment which includes one or more claims
presented to provoke an interference with a patent is received
afiter the Notice of Allowance and the examiner finds one or
more of (he claims patentable to the applicant and an intesfer-
ence (o exist, the examiner should prepare a letter, requesting
that the application be withdrawn from issue for the purpose of
interference. Thisletier, which should designate the claims to be
involved, together with the file and the proposed amendments,
should be sent (o the group director.

When an amendment which includes one or more claims
presented to provoke an intesference with a patent is received
after Notice of Allowance, and the examiner finds basis for
refusing the interference on any ground, the examiner should
make an ofal repost (o the supervisory peimasy examiner of (be
reasons for refusing (he requested interference. Notfication to
applicant is made on Form PTOL-271 if the entire amendment
or a portion of the amendment (including all the presented
claims) is refused. Form pasagraph 11.01 should be employed
to express the adverse recommendation as to the entry of the
presented claims.

2307.04 Presentation of Claims For
Interference With & Patent Involved in
a Reexamination Proceeding [R-9]

An interference will not be declared with a patent which is
Rev. 14, Nov. 1992
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involved in an reexamination proceeding except upon specific
authorization from the Office of the Assistant Comumnissioner for
Patents. When an amerdment is filed in a pending application
presenting claims for the purpose of intesference with a patent
involved in a reexamination proceeding, tie owner of the patent
must be notified (see 37 CFR 1.607(d)). The applicant must
identify the patent under reexamination with which interference
is sought. The claims may be rejected on any applicable ground,
including, if appropriate, the prior art cited in the reexamination
proceeding. Prosecution of the application should continue as
far as possible, but if the application is placed in condition for
aliowance and still contains claims which interfere with the
patent under reexamination, further action on the application
should be suspended until the reexamination proceeding is
terminated. See SMPEP< § 2284.

§11.15 Paters claims undergoing reexamination

This applicetion contains claims which coaflict with the claims of
U.S. patent No. [1], now involved in & reexamination ing.

Prosecution in this application is SUSPENDED UNTIL TERMI-
NATION OF THE REEXAMINATION PROCEEDING.

Applicent chould inquire a3 to the status of this epplication six
months from the date of this letier.

Ezsminer’s Note:
This paragraph should only be used when the applicetion is
otherwise in condition for allowance.

2307.05 Corresponding Patent Claims Not
Kdentified [R-2]

37 CFR 1.607(c) requires that “when an applicant presents
a claim which corresponds exacily or substantially 0 a claim of
a patent, the applicant shall identify the pateat and the number
of the patent claim, unless the claim is presented in response to
a suggestion by the examiner.”

This requirement of 37 CFR 1.607(c) applies to claims
presented in an application at the time of filing as well as o
claims presented in an amendment to a pending application. If
an applicant, attorney, of agent presents a claim corresponding
exactly or substantially 0 a patent claim without complying
with 37 CFR 1.607(c) the examiner may be led into making an
action diffesent from what would have been made had the
examiner been in possession of all the facts. Therefore, failure
to comply with 37 CFR 1.607, when presenting a claim corre-
sponding to a patent claim, may result in the issuance of a
requirement for information as to why an identification of the
source of the claim was not made.

The examiner should require the applicant to supply a full
identification of the copied patent claims by using Form Para-
graph 11.10.

9 11.10 Failure to idensify source of patens claims

Cleim [1] of this epplicstion hes epperently been copied from a
U.S. patent without being suggested by the examiner. The patent
number end the numbes of the copied cleim bave not been properly
identified. 37 CFR 1.607(c).

Applicet is required to identify the patent and cleim numbers and
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supply information explaining why a complete identification of the
copied patent claim(s) has not been presented. Following applicant’s
respoase to this requiremnent or the ebandonment thereof, the applica-
tion will be forwarded by the examiner (o the Office of the Assistant
Commissioner for Patents for appropriete review a5 noted under 37
CFR 1.607(c).

APPLICANT IS REQUIRED TO RESPOND TO THIS RE-
QUIREMENT WITHIN ONE MONTH FROM THE DATE OF THIS
LETTER TO AVOID ANY QUESTION OF ABANDONMENT.

Exemlner’s Note:
The primary examiner must refeain from commenting as (o the
reasons for applicant’s failure to disclose the U.S. patent identification.

After the applicant’s response or abandonment of the appli-
cation, the examiner is required to “notify the Commissioner of
any instance where an applicant fails to identify the patent”
under 37 CFR 1.607(c). The examines’s notification should be
in the form of a memorandum directed (o the Office of the
Assistant Commissiones for Patents. The memorandum must be
" accompanied by the application and a copy of the patent from
which the claim(s) was copied.

2307.06 Presentation of Claims for Interference
With & Patent, Patentee Must be
Notified [R-9)

When an applicant seeks 0 provoke an interference with a
pateat, 37 CFR 1.607(d) requires that the patentee be notified (1)
when the attempt to provoke the interference is first made, and
(2), if an interference is not declased, of the final decision not o
declare an interference.

This regulation provides a patentee with notice as soon as an
applicant attempts o provoke an intesference with the pateat so
that the pateniee can preserve the invention records from the
moment the notice i received until the time, ip some instances
many years later, when the interference is ultimately declared
between the patentee and the applicant.

Form Paragraphs 11.19 and 11.20 should be used to notify
the patentee.

§ 11,19 Notice to patenses, Insterference soughs

You are bereby notified under 37 CFR 1.607(d) thet an spplicant
is seeking to provolie e interference with your patent Ne. [1].

The identity of the applicest will rot be disclosed unless en
interference is declered.

¥ a final decision is mede a0t to declere an intesference, a notice
to thet effect will be pleced in e patent file and will be seat o the
patentee.

if & n intesference is declared, notice thereof will be mede under 37
CFR 1.611.

§ 11.20 Notice io patersee, Interference not declared

Notice wes communicsted to you uader 37 CFR 1.607(d)on {1]
thet an spplicant wes secking o provoke an inteeference with your U.S.
patent No. [2].

A final determinstion of this isvue has resulted in & decision not o
declage en intesference.

No inquiries regarding the identity of the spplicent will be eates-
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tained.
Ezsmirer’s Note:
In bracket §, insert the date of mailing of the easlier notice that
claims had been copied from the patent.

It is anticipated that patentees may make inquiries as to the
status of the application after the first notification has been
received. Since the group having responsibility for the applica-
tioa will be indicated on the letter and the letter will not contain
any information pertaining to that application, it will be neces-
sary for each examining group to establish and maintain some
type of penmanent record. The type of permanent record is left
to the discretion of the group director. This permanent record
must be independent of the application file and the patented file
in order to provide adequate information for patentee inguiries
relative 60 non-receipt of either a second notice or a notice of
declaration of interference either before or after either is mailed
from the Patentand Trademark Office. Additionally, the perma-
nent record must associate the appropriate patent number and
the serial number of the application, This record could be 2
separate group file for >37 CFR< 1.607(d) notices sent w0
patentees having appropriate identification of the patent and
application.

In summary, a 37 CFR 1.607(d) notice (Form paragraph
11.19) is prepared by a person in the group having jurisdiction
over the application attempling to provoke an interference with
apatent. The original is placed of record in the patented file, one
copy is sent to the patentee, and an eniry is made in the
permanent group record for 37 CFR 1.607(d) notices. If a final
decision is made that no interference will be declared, a primary
examiner will prepare and sign a 37 CFR 1.607(d) notice (Form
paragraph 11.20).

The original of this notice is entered of record in the patented
file, one copy is sent (o the patentee, and another entry is made
in the permanent recoed for 37 CFR 1.607(d) notices. If an
interference is to be instited, the declaration of interference
notice will be sent by an examiner-in-chief and no additional
form will be sent by the examiner,

ALTHOUGH THE PERMANENT RECORD FOR >37
CFR< 1.607(d) NOTICES INCLUDES IDENTIFICATION
BOTH OF THE PATENT AND APPLICATION, THE PAT-
ENTEE CANNOT AND SHOULD NOT BE GIVEN ANY
INFORMATION CONCERNING THE PARTY OR APPLI-
CATION ATTEMPTING TO PROVOKE AN INTERFER-
ENCE UNLESS AND UNTIL AN INTERFERENCE IS DE-
CLARED. 38US.C, 122,

2308 Interference between an Application and
a Patent; Prima Facie Showing by
Applicant [R-9]

'37 CFR 1.608 Interference between an applicasion ard a patent;

prima facie showing by applicans.

(2) When the ealier of the filing date or effective filing date of an
applicetion is three mouths or less afier the earlies of tse filing dats of
effective filing date of & patent, the epplicent, before en interference
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will be declared, shall file an affidavit alleging that theve is s basis upon
which applicant is entitled to a judgment relative to the patentee.

(b) When the earlier of the filing date or the effective filing date of
an application is more than three months after the ealier of the filing
date or the effective filing date under 35 U.S.C. 120 of & patent, the
applicant, before an interference will be declared, shall file (1) evi-
dence which may consist of patents or printed publications, other
documents, and one or more affidavits which demonsirate that eppli-
cant isprimafacie entitled to a judgment relative to the patentee and (2)
an explanation stating with particularity the basis upon which the
applicant is primafacie entitled to the judgment. Where the basis upon
which an applicant is entitled to judgment relative to a patentee is
priority of invention, the evidence shall include affidavits by the
applicant, if possible, and one or more corroborating witnesses, sup-
ported by documentary evidence, if available, each setting out a factual
description of acts and circumstances performed or observed by the
affiant, which collectively would prima facie entitle the applicant to
judgment on priority with respect to the easlier of the filing date or
effective filing date of the patent. To facilitate preparation of a record
(§ 1.653 (g) and (h)) for finsl bearing, an epplicant should file affidavits
on paper whichis 8 1/2 x L 1 inches(21.8 by 27.9 cm.). The significance
of any printed publication or othez document whick is self-suthenticat-
ing within the meaning of Rule 902 of the Federal Rules of Evidence
or § 1.671(d) and any patent shall be discussed in an affidavit or the
explanation. Any printed publication or other document which is not
self-authenticating shall be authenticated and discussed with pasticu-
larity in am affidavit. Upon a showing of sufficient cause, an effidavit
may be based on information and belief. If &n examiner finds an
application to be in ~ondition for declesation of an interference, the
examiner will consider the evidence and explanation only to the extent
of determining whether a besis upon which the spplication would be
entitled to a judgment relative io the patentee is alleged and, if a basis
is alleged, s interference may be declased.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

Undes 537 CFR< 1.608, the PTO will continue the previous
practice under deleted 37 CFR 1.204(c) of requiring an appli-
cant seeking (o provoke an interference with a patent to submit
evidence which demonstrates that the applicant is prima facie
entitled to a judgment relative to the patentee. Evidence would
be submitted only when the eazlier of the filing date or effective
filing date of the application is more than three months after the
easlier of the filing date or effective filing date undes 35 U.S.C.
120 of the patent. The evidence may relate o patentability and
need not be restricted to priority. When the evidence (1) consists
of prior printed publications and patents and (2) shows that the
claims of the application are not patentable, the claims in the
application would be rejected and the applicant could file a
request for reexamination of the patent.

2308.01 Patent Has Filing Date Earlier than
Application [R-9]

When an applicant attempts to provoke an interference with
a patent, the examiner must determine the effective filing dates
of the application and of the patent., only the patent’s effective
United States filing date will be considered. Any claim of
foreign priority by the patentee under 35 U.S.C. 119 will notbe
taken into account when determining whether or not an intefer-
ence should be declared, in order to be consistent with the
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holding in In re Hilmer, 359 F.2d 859, 149 USPQ 480 (CCPA
1966) to the effect that the effective date of a United States
patent as a reference is not effected by the foreign filing date to
which the patentee is entitled under 35 U.S.C. 119. If the
patentee is determined to be entitled to the benefit of a prior
United States application as to claimed subject matier involved
in the interference, that application must be listed on the PTO-
850 form (see >SMPEP< § 2309).

If the effective date of the applicant is three months or less
than that of the patented application, the applicant must submit
an affidavit or declaration alleging that there is a basis upon
which applicantis entitled to ajudgment relative to the patentee,
37 CFR 1.608(a). The affidavit or declaration may be made by
persons other than the applicant. See >MPEP< § 715.04.

If the effective filing date of the application is more than
three months after the effective filing date of the patent, 37 CFR
1.608(b) requires that the applicant must file (1) evidence, such
as patents, publications and other documents, and one or more
affidavits or declarations which demonstrate that applicant is
prima facie entitled to a judgment relative to the patentee, and
(2) an explanation stating with particularity the basis upon
which the applicant is prima facie entitled to the judgment.

If an applicant is claiming the same invention as a patent
which has an earlier effective United States filing date butis not
a statutory bar against the application, and the applicant has not
submitied the items required by 37 CFR 1.608(a) and (b), (as
appropriate), the application should be rejected under 35 U.S.C.
102(e)/103. A statement should be included in the rejection that
the patent cannot be overcome by an affidavit or declaration
under 37 CFR 1.131 but only through intesference proceedings.
Note, however, 35 U.S.C. 135(b) and SMPEP< § 2307.02. The
applicant should also be advised that an affidavit under 37 CFR
1.608(b) or evidence and an explanation under 37 CFR
1.608(b)as appropriate) must be submitted and it should be
stated, if applicable, that the patentee bas been accorded the
benefit of an earlier U.S. application.

If the applicant does not agree be or she is claiming the same
invention as the patent, and files an affidavit under 37 CFR
1.131, the rejection should be repeated and made final. The
rejection should specify what the count or counts of the interfer-
ence between the application and the patent would be. If the
applicant still disagrees with the examiner, the rejection may be
appealed to the Board of Patent Appeals and Interferences, and
the question of whether the application and the reference patent
are claiming the same invention may be argued on appeal,
inasmuch as the 37 CFR 1.131 affidavit cannot be considered
unless the applicant is found to be claiming an invention which
is patentably distinct from that claimed in the patent. See In re
Hidy, 303 F.2d 954, 133 USPQ 650 (CCPA 1962) and In re
Clark, 457 F.2d 1004, 173 USPQ 359 (CCPA 1972).

2308.02 Showing Under 37 CFR 1.608(b) [R-14)

The showing under 37 CFR 1.608(b) must be such as to
show that the applicant is prima facie entitled to a judgment
relative to the patentee. Since 35 U.S.C. 135(a), as amended by
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Public Law 98-622, now gives the Board jurisdiction in an
interference proceeding over questions of both priority and
patentability, the 37 CFR 1.608(b) showing need not attempt to
show prior invention by the applicant, but may instead demon-
strate that the applicant would be entitled to a judgment against
the patentee on a ground of unpatentability (as, forexample, that
the claims of the patent which will correspond to the count of
counts are unpatentable over prior art or prior public use, or that
the patent does not comply with 35 U.S.C. 112).

Anapplicantin preparing affidavits or declarations under 37
CFR 1.608(b) to provoke an interference with a patentee whose
effective U.S. filing date antedates the applicant’s by more than
three months, should have in mind the provisions of 37 CFR
1.617, and especially the following:

1. That after these affidavits or declarations are forwarded
by the primary examiner for the declaration of an interference
they will be examined by an examines-in-chief.

2. If the affidavits or declarations fail to establish that
applicant would prima facie be entitled to a judgment relative to
_ the patentee, an order will be issued concurrently with the notice
of interference, requiring applicantto show cause why summary
judgment should not be entered against the applicant.

3. Additional evidence in response to such order will not be
considered unless justified by a showing under the provisions of
37 CFR 1.617(b). If the applicant responds, the applicant must
serve the patentee and any other opponents with a copy of the
osiginal shov.ing under 37 CFR 1.608(b) and of the response,
and they will be entitled to present their views with respect
thereto (37 CFR 1.617(d)).

4. All affidavits or declarations submitted must describe acts
which the affiants performed or observed or circumstances
obsesved, such as steucture used and results of use or test, except
on a proper showing as provided in 37 CFR 1.608(b). State-
ments of conclusion, for example, that the invention of the
counts was reduced to practice, are generally considered to be
not accepiable. It should also be kept in mind that documentary
exhibits which are not self-authenticated must be anthenticated
_ and discussed with particulasity by an affiant having disect
knowledge of the matters involved. However, it is not necessary
that the exact date of conception or reduction 10 practice be
revealed in the affidavits, declarations, or exhibits if the affida-
vits or declarations aver observation of the necessary acis and
facts, including documentation whea available, before the
patentee’s effective filing date. On the other hand, where
reliance is placed upon diligence, the affidavits or declarations
and documentation should be precise as to dates from a date just
prioe to patentee’s effective filing date. The showing should
relate to the essential factors in the detesmination of the question
of priority of invention as set out in 35 U.S.C. 102(g).

5. The explanation required by 37 CFR 1.608(b) should be
in the nature of a brief or explanatory remarks accompanying an
amendment, and should set forth the manner in which the
requirements of the counts are satisfied and bow the require-
ments for conception, reduction (o practice or diligence are met,
or otherwise explain (he basis on which the applicant is prima
Jacie entitled o a judgment.

6. Published decisions of the Court of Customs and Patent
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Appeals and the Board of Patent Interferences concerning the
quantum of peoof required by an applicant to make out a prima
Jacie showing entitling the applicantto an award of priority with
respect to the filing date of a patent so as to aliow the interference
to proceed, 37 CFR 1.617(a), second sentence, include Kistler
v. Weber, 412 F.2d 280, 162 USPQ 214 (CCPA 1969); Schwab
v. Pittman, 451 F.2d 637, 172 USPQ 69 (CCPA 1971); Murphy
v. Eiseman, 166 USPQ 149 (Bd. Pat. Int. 1970); Golota v.
Strom, 489 F.2d 1287, 180 USPQ 396 (CCPA 1974); Horvitzv.
Pritchard, 182 USPQ 505 (Bd. Pat. Int. 1974); Azar v. Burns,
188 USPQ 601 (Bd. Pat. Int. 1975) and Wetmore v. Quick, 536
F. 2d 937, 190 USPQ 223 (CCPA 1976).

As noted above, the evaluation of a showing under 37 CFR
1.608(b) is made by an examiner-in-chief. However, when a
showing under 37 CFR 1.608(b) is filed, the examiner must
inspect it to determine whether the applicant is relying upon
prior invention or unpatentability as a basis for the showing. If
the applicant alleges prior inveation, the examiner should merely
determine that >(1)< at least one date prior to the effective filing
date of the patent is alleged >and (2) the showing contains at
least one affidavit or declaration by acorroborating witness, i.e.,
by someone other than a named inventor<; if so, the examiner
should proceed to institute the interference as described in
MPEP § 2309. If the showing is based on alleged unpatentability
of the patent claim or claims, the examiner should determine
whether any ground of unpatentability alleged is such that it
would also apply to the applicant; for example, if the applicant
alleges that the claims of the patent are statutorily barred by a
reference which would also be a bar to the applicant, If the
examiner finds that an alleged ground of unpatentability would
also apply (0 the applicant, the interference should not be
declared and the applicant’s claims which are drawn to the same
invention as the claims of the patent should be rejected on this
admission of unpatentability, without regard to the merits of the
matter. Compase Ex parte Grall, 202 USPQ 701 (Bd. App.
1978). Although the applicant may wish to contest the question
of whether the common invention is patentable to the patentee,
an intesfesence cannot be declared uniess the common invention
is patentable to the applicant. Hilborn v. Dann, 546 F.2d 401,
192 USPQ 132 (CCPA 1976). If the alleged unpatentability is
based on patents or printed publications, the applicant may still
be able to file a request for reexamination of the patentunder 35
USC. 302.

2308.03 Patent has Filing Date Later Than
Application [R-9]

Although a patent which has an effective U.S. filing date
later than the effective filing date of an application is not prioe
art against that application, the application should not be issued
if the application and patent contain claims (o the same patent-
able invention. In order 1w avoid the issuance of two patents to
the same patentable invention, the examiner should take steps (0
institute an interfesence between the application and the patent.

If the application contains at least one allowable claim
drawn 0 the same patentable invention as at least one patent
claim, the examiner may initiate the intesference by proceeding
as described in >MPEP< § 2308.
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If the application discloses, but does not claim, an invention
claimed in the patent, so that a patent could be granted to the
applicant without an interference proceeding, the patent should
only be cited to the applicant >The applicant can then determine
whether to present claims to provoke an interference with the
patent.<

2309 Preparation of Interference Papers by
Examiner [R-9] '

37 CFR 1.609 Preparation of interference papers by examiner.
When the examiner determines that an interference should be
declered, the examiner shall forward to the Board:
(2) All relevant application and petent files end
(b) A statement identifying:

(1) The proposed count or counts;

(2) The claims of eny spplication or patent which corvespond (o
ezch count, stating whether the claims correspond exactly or substan-
tially to each count;

(3) The cleims in sny application which are deemed by the
examiner to be patenighble over any count; and

(4) Whether an applicant or patentee is entitled o the benefit of
the filing date of an eatlier applicstion and, if 5o, sufficient information
to identify the earlier application.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

537 CFR< 1.609 sets forth what an examiner shall forward
to the Board when & interference is declared, For the most past,
»37 CFR< 1.609 continues previous practice. However, under
37 CFR< 1.609(b)(3), the examiner must identify all claims of
an application which the examiner believes are patentable over
the proposed counts. Thus, a claim in an application will either
correspond to a count or will be indicated as being patentable
over the count. For instance, in example 3, sSMPEP< § 2309.01,
the examiner must indicate that (1) claims 1 and 2 of application
E and claims 11 and 12 of application F correspond to the count
and (2) claim 3 of application E defines a separate patentable
invention from the count.

2309.01 Formulation of Counts [R-2}

Before preparing the “Intesference-Initial Memorandum”
(Form PTQ-850), the examiner must detenmine precisely what
the count or counts of the intesference will be, Unlike previous
practice, under the revised rules (37 CFR 1.601 - 1.688) the
question of whether the interference involves a patent is essen-
tially isrelevant to the formation of the counts,

In formulating the count or counts, the examiner mustdecide
two interrelated questions: (1) bow many counts will there be,
and (2) what will the scope of each count be, The following
principles should be kept in mind:

1. Each count must be drawn (o 2 separate patentable
invention, that is to say, the invention defined in each count must
not be the same as, of obvious over, the invention defined in any
other count, However, & count may propetly be included if itis
unobvious over another count, even though the revesse might
not be true, For example, a count (o a epecies and & count to a
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genus might properly both be included in the interference if the
species is patentable over the genus, even though the genus
might not be patentable, given the species.

It is expected that most interferences will involve only one
count or a very small number of counts, in view of the require-
ment of separate patentability.

2. A count should normally be sufficiently broad as to
encompass the broadest corresponding patentable claim of each
of the parties. However, a situation may arise where the exam-
iner considers that an applicant’s corresponding claim includes
not only the common invention, but also another invention; in
that case, the count shouid be limited o the cominon invention,
and may be narrower than the corresponding claim which
recites the additional invention. Note that 37 CFR 1.606 pro-
vides that a countmay not initially be narrower in scope than any
patent claim which cosresponds to it; this does not preclude later
substitution of a count which is narrower than the patent claim,
as a result of a preliminary motion under 37 CFR 1.633(c).

3. A countmay not be so broad as to be unpatentable oves the
prior art. If a count cannot be made sufficiently broad in scope
as to embrace the broadest corresponding patentable claims of
the parties without being unpatentable, that would indicate
either that the partie’ s corresponding claims are unpatentable or
perhapes, if the parties’ claims donotoverlap, that they are drawn
to two separately patentable inventions and there is no interfee-
ence in fact between them.

The following examples illustrate how counts should be
formulated. An examiner-in-chief should be consulted in un-
usual situations which do not fit any of the examples,

Example I: Application A contains patenteble claim 1 (engine).
Applicetion B containg patentable cleim 8 (engins). If an interference
is declared, there will be one count (engine). Claim 1 of application A
and claim 8 of application B would be designeted to correspond to the
count.

Example 2: ApplicationC contains patentable cleim | (engine) and
2 (6-cylinder engins). Application D containg patentsble cleim 8
(engine). An engine and a 6-cylinder engine define the same patenteble
invention. If an interfesence is declased, these will be one count
(engine). Claims 1 and 2 of epplication C and claim § of epplicetion D
would be designated (o correspond W the count.

Example 3: Application E contains petentabls claims | (engine), 2
(6-cylinder engine) and 3 (engins with & platinum piston), Applicetion
F conteins patentsble claims 11 (engine) and 12 (§-cylinder engins),
Cleims 1 and 2 of applicetion E end claims 11 end 12 of epplication F
define the same petentable invention. Claim 3 of epplicetion E dsfines
& patsntable invention from claims 1 end 2 of epplication E end claims
11 and 12 of epplication F. If an intetference is declared, there will be
one coumt (engine). Clelms 1 end 2 of epplication E and elaims 11 and
12 of spplication F would be designated to commespoad to the count.
Clalm 3 of spplication E would not be designated to eomespond to he
count.

Exampls 4: Application G contsins patentable claim 1 (eagine), 2
(6-cylindes engine) and 3 (engine with & platinum piston). Application
H contains petentable cleims 11 (engine) and 15 (engine with e
platinusm piston). Claims 1| ead 2 of epplication G end claim 11 of
epplicstion H define the sams patantable invention. Claim 3 of eppli-
cation G end claim 19 of application H define s pstentabls invention
from claims 1 end 2 of applicetion G and clsims 11 of spplication H.
X un interference is daclased, theve will be two counts: Count | (engine)
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ard count 2 (engine with a pletinum piston), Clsims 1 end 2 of
application G and claim 11 of epplication H would be designated to
correspond to the Count 1. Claim 3 of spplication G end claim 15 of
application H would be designated to correspond to Count 2. '

Example S: Application ] contains patentable claim 1 (engine), 2

(commbination of en engine end a carburetor) and 3 (combination of an
engine, a carburetor, and a catalytic converter). Application K contains
patentsble claims 31 (engine), 32 (combination of an engine and a
earburetoe), end 33 (combination of an engine, e carburetor, end &n air
filter). The engine, combination of en engine and carburetor, and
combination of en engine, carureisr, end eir filter define the same
. peatentsble invention. The combination of an engine, carburetor, and
catelytic convertor define a seperate patentable invention from the
engine. If en interference is declared, there will be one eount (engine).
Clsims 1 and 2 of epplication J end claims 31, 32 and 33 of epplication
K would be designated to correspond to the Count. Cleim 3 of
spplication J would not be designated as cozresponding to the count.

Example6: ThePTO willcontinueto follow Weldeckv. Lewis, 120
USPQ 88 (Comm’s. Pat. 1955). Application L contains patentable
claims 1 (Mezkush group of benzene or toluene), 2 (benzene), end 3
(toluens). Applicstion M contsing patentable cleims 11 (benzene).
. Benzene end toluene define the ssme patentable invention. If en
intesference is declared, there will be one count (Markush group of
benzene or toluens). Claims 1, 2 end 3 of epplication L end claim 11 of
application M would be designated to corvespond to the count.

Example 7: Application N conteins patentable claim 1 (benzens).
Application P contains petentable claim 11 (xylens). benzene and
nylene define the same patenteble invention. If en intesference is
declaged, there will be one count (benzene o wylene). Claim 1 of
epplication N end claim 11 of epplication P would be designated
correspond 1o ¢-3 count.

Erlimmple 8: Application Q conteine pateniable claima 1 (Musloush
group of benzene ot chloroform), 2 (benzene), and 3 (chloroform),
Application R contains patentable claims 33 (benzene), If benzens and
chioroform define the same pateniable invention end an interfesence s
declered, there will be one eourt (Muloush grovp of benzene o2
chioroform). Claims 3, 2 end 3 of epplication Q end cleim 33 of
epplication R would be designated 1o correspond to the count. If
chloroform defines e separate patensable invention from benzene end
an interferencs is declared, there will be ons count (benzene), Claims
1 end 2 of epplication Q end claim 33 of epplication R would be
. designated o corvespond i the count. Claim 3 of epplication @ would
not be designated to correspond to Ghe count.

Example 9: Applicetion $ contains patestable elaims 1 (Maskush
group of benzens of chloroform), 2 (benzens), and 3 (chloroform),
Applicetion T conteins patentable elaims 11 (Markush group of bea-
zensor chlorofonm), 12 (benzene), end 13 (chloroform). If benzene and
chloroform define the seme patentable invention end en inerference is
declared, there will be one count (Marfmush group of benzene o
chioroform), Claims 1,2 and 3 of epplication § end claims 11, 12 end
13 of applicationT would be designatad to correspond to the eount. The
PTO will continue to adhere (o Becker v, Patrick, 47 USPQ 314
(Comm's. Pet. 1939). An intesfesonce cen heve two counts only if ons
count defines 6 separats patentable invention from enother count, If
chioreform defines o separate patentable invention from benzens end
enimesforenceis declared, there will be two counts: Count 1 (benzens)
and Count 2 (chioroform), Claims 1 and 2 of application 8 end cleims
11 end 12 of application T would be designated to to Count
1. Claims 1 and 3 of epplication $ end claims 11 and 13 of application
T would be designated to correspond to Count 2,

Ezample 10: Patent A containg claim 1 (engine), Application U
conteing patentable claim 11 (engine). If en interference is declared,
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there will be one count (engine), Claim 1 of patent A end ¢laim 11 of
application U would be designaied to corvespond to the count.

Example1]: Patent B containg elaims 1 (engine) end 2 (6-cylinder
engine). Application V contains patentable clsim 8 (engine). An engine
and 8 6-cylinder engine define the same patentakle invention, If en
interference is declered, there will be one count (engine). Claims 1 end
2 of patent B end eluim 8 of application V would be designated to
correspond to the count.

Example 12: Petent C contains claims 1 (eagine), 2 (6-¢ylinder
engine), end 3 (engine with a platinum piston). Application W contains
patentsble claims 11 (engine) end 12 (8-cylindes engine). Claims 1 end
2 of patent C end claims 11 end 12 of epplication W define the seme
patentsble mvention. Claim 3 of patent C defines & beparets patentable
invention from elaims 1 end 2 of patent € end elgims 11 and 12 of
epplicetion W. If an intzrference is declered, there will be one eount
(engine). Claims 1 end 2 of patent € end claims 11 and 12 of epplication
W would be designated to corvespond 1o the eount. Claim 3 of patent
€ would not be designated to correspond to the count.

Ezample 13: Patent D contains claims 1 (engine), 2 (6-cylindes
engine), end 3 (engine with a platinum piston). Application X contains
patentsble clsims 11 (engine) and 15 (engine with a platinum piston ).
Claims 1 end 2 of patent D end elaim 11 of applicstion X define the
seme patentsble invention. Claim 3 of patent D end elaim 1§ of
epplication X define a separite patentsble invention from cleims 1 end
2of patent D end cleims 11 and 12 of epplication X. If an interference
is declared, theze will be two eounts. Count 1 (engine) end Count 2
(engine with & platinum piston), Claims 1 end 2 of patent D end claim
11 of epplication X would be designated w correspond to Count 1.
Cleim 3 of patent D end claim 13 of epplication X would be designated
to cosrespond © Count 2.

Exomple 14: Patent E contains claim 1 (Masioush group of benzens
or toluene), 2 (benzene), end 3 (toluene), Application ¥ contains pat-
entable elaim 11 (benzens). Benzens end winens define the same pat-
entable inveation. If en interference is decimed, there will be one count
(Meuiowh group of benzens or toluene). Cleims 1, 2 end 3 of patene B
and claim 11 of spplication ¥ would be designated to cotrespond to the
count.

Example 1$: Inthis exemple, the claims of patent B end epplice-
tioa ¥ of exemple 14 ere revessed. Patent E conteins claim 1 (benzens).
Agpplication Y contains claim 11 (Markush group of ben-
zene of ioluens), 12 (benzene), end 13 (tolueas). If en intesference is
declared, the eount will be the same & the count in Exemple 14 -
(Markush group of beazens or toluens), Claim 1 of patent E end cleims
11,12 end 13 of epplication Y would bs designated w cormrespond to the
count.

Ezample §6: The PTO will continue to follow cases such as Case
v, CPC Internasional Ine., T30 F.24 748, 221 USPQ 196 (Fed. Ciz,
1984), cert. denied, 105 8. Ct. 233, 224 USPQ 736 (1984); Aslomy v.
Arnd, 547 P.2d 566, 192 USPQ 486 (CCPA 1977); end Nois v,
Ehrenreich, 537 F.24 539, 190 USPQ 413 (CCPA 1976), end declare
interferences whese interfering patent end epplication clalms are
mutually exclusive provided the claims define the seme patentable
invention. Patent F contains claim 1 (benzens). ApplicationZ contains
patentable cleim 11 (zylens), Benzene and xylens define the same
patentable invention. If en interference is declared, there will be one
count (benzens or xylens). Claim 1 of patent F end cleim 11 of
spplication Z would be designated to comrespond to the count.

Esample 17: Tt will be the practice of the PTO under 37 CFR 1,606
to initielly declare interferences with counts which ere identicel to or
broader than patent claims which correspond o the counts. A single
patent claim will be presumed, subject 10 & motion under 37 CFR
1.633(c), not to define separate patentables inventions, Petent © con-
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tains claims 1 (Merkush group of benzene end chioroform), 2 (ben-
zene), end 3 {chloroform), Application AA contains patentable claim
33 (benzene). If an interference is declered, initielly it will be presumed
by the PTO, subject to & later motion under 37 CFR 1,633(c), that

benzene end chleroform define the same patentable invention. There

will be ons count (Markush group of benzene or chloroform). Cleims

1, 2 end 3 of patent G end claim 33 of applicetion AA would be

designated 1o correspond to the count. If a pasty belisves benzene end

chloroform define separate patentable inventicns, that pesty could file

& motion under 37 CFR 1.633(c) to redefine the count end the claims
ing to the counts.

Example 18: Patert H contains cleims 1 (Merkush grovp of
benzesie and chloroform), Z (benzens), end 3 (chloroform), Applice-
tion AB conteins putentable claims 11 (Meshoush groupef benzens end
chloroform), 12 (benzene) and 13 (chisroform). Benzene and chloro-
form initielly would be presumed, subject to & motion under 37 CFR
1.633(c), 1o defins the same patentabls invention, becanse they were
recited ag & Merkush group in e single patent elaim. If an inter{erence
is declezed, there will be ons count (Merkush group of benzene or
chlorofoem). Claims 1, 2 end 3 of patent H end claims 11, 12 end 13 of
spplication AB would be designsted to correspond to the count. If @
pazty believes benzens end chloroform define separate patentable
inventions, the pany could move under 37 CFR 1.633(c) to subatitute
& count (benzens) for (Meziush group of benzene or chioroform) end
10 add 8 count (chiloroform).

Example 19: Under 37 CFR 1.606, the PTO will continue to follow
the practice announced in Ez parte Card and Card, 1904 C.D, 383
(Comm’s. Pes.}. Patent Y contains claim 1 (method of miring, grinding,
end heating). Application AC contains patentable claim 8 (method of
mizing snd heating) and does not disclose oz claim o grinding siep. In
the context of the inventions disclosed in petent § end epplication AC,
e method of mizing, grinding, end heating is the same patentable
invention g8 & method of mining end heating. Under cusrent practice,
it would be said that “grinding” is en “immaterial” limitation in claim
1 of patent J. Undaz 37 CFR 1.606, the fact spplication AC does not
disclose grinding would notprecluds en interforence. If an intesference
is declered, there will be ons count (method of mixing end hesting),
Claim 1 of patent J end claim § of epplicetion AC would be designated
10 correspond to the count.

Example20: Thefacts inthisexample are the same as Example 18,
Assumetutepplicens AR belisves that benzene end ehloroform define
sepasats patentable inventions. Applicent AB would file & motion
under 37 CFR 1.633(c}(1) to mubstituie Count 2 (benzene) for Count 1
(Mezkush group of benzens oz chlosoform) end edd Count 3 (chioro-
form). If the exeminer-in-chief grants the motion, the intesference
would be redeclared by deleting Count 1 and substituting in its place
Counts 2 end 3. Claims 1 end 2 of the patent H end claims 11 end 12
of epplication AB will be designated to corregpond to Count 2. Claims
1 and 3 of patent H end cleims 11 end 12 of spplication AB will be
designated to correspond to Count 3. If one pasty proves priceity with
respect to both benzene end chioroform, that party would be entitled to
all claims in its application or patent corvesponding to Counis 2 end 3.
The other pasty would not be entitled to & patens containing eny claim
corresponding to Counts 2 end 3. If patentes H proves peiotity with
respect to benzene end applicant AB proves priotlty with respect to
chioroform (essuming theze was no issue raised et fingl heazing with
respect to the patenteble distinctness of benzene and chloroform), the
judgment will provide that patentes H is not entitled to a patent with
cleims 1 and 3, bust is entitled to 8 patens with elaim 2 and that epplicens
AB is not entitled to 6 patent with claims 11 end 12, but is entitled to
& pasenit with claim 13, If an fague is propesly relsed o final heasing es
to whether benzene and chloroform ere the same patentable invention
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end the Board holds that they are the same patentsble invention, the
party proving the easlicsat priority s % either benzene or chloroform
would preveil es w0 all claims. Thus, if patentee H invented benzene
before epplicent AB invented benizens or chloroform, patentee H
would be entitled to a patent conteining cleims 1 twough 3 even if
applicant AB inventad chloroform before patentee H invented chloro-
form. Applicant AB would not be entitled to a patent with claims 11
thzough 13.

2309.02 Preparation of Papers - Initial
Memorandum [R-9]

‘The only paper prepared by the examiner is the Initial
Memorandum (Form PTO-850 Revision 1/85 or later) ad-
dressed to the Board which provides authorization for prepara-
tion of the declaration notices, The later papers are prepared in
the Service Branch of the Board.

A sample of a filled-out Form PTO-850 is shown below.

A separate form is used for each count of the intesference,
‘The form need not be typed unless the count is not identical to
any claim of any of the parties, If the count isideatical toa claim
of one of the parties, the number of that claim is circled. If the
countis notidentical to any claim of any of the parties, the count
ghould be typed in the space provided on the form (en additional
plain sheet may be attached if needed).

‘The files to be included in the interference should be listed
by last name (of the firet listed inventor if application is joint),
geriol number and filing date irrespective of whether an appli-
¢ation or & patent is involved.

The sequence of the listed applications is completely imma-
terial, If the examiner has determined that a party is entited to
the benefit of the filing date of one or more applications (or
patents) as ¢ the counts, the blanks provided on the form for
indicating this fact should be filled in 2s to all such applications.
It is particularly important to list all intermediate applications
necessary to provide continuity of pendency to the earliest
benefit epplication to which e pasty is eatitled.

An gpplicant will be accorded the benefit of & foreign appli-
cation on the Form PTO-850 and the declaration notices only if
the papers required by 37 CFR 1.55, including & swom trangla.
tion, have been filed and the primary examiner has determined
that the applicent is in fact entitled to the benefit of such
application. A patenice may be accorded the benefit of thefiling
date of a foreign application in the notice of interference
provided he >o¢ she< has complied with the requirements of 37
CFR 1.55, has filed a sworn translation, and the primary exam-
ines has determined that et least one gpecies within the count
involved in the inteeference is supported by the disclosuse of the
foreign epplication. Note, however, that a patentee ghould not
be accorded the benefitof a foreign application if an application
in the intesference has an effective filing date subsequent to the
filing date of the foreign application, See >MPEP< § 2308.01.

‘The claims in each party s case which correspond and donot
correspond to the count must be listed in the spaces provided on
the form. A claim corresponds to & count if, considesing the
count & peioe art, the claim would be unpatentable over the
count under 35 U.S.C. 102 or 103, If the examiner is in doubt as
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0 whether a party’s claim does or does not correspond to @
count, it should be listed as corresponding to the count. If the
party disagrees with this listing, a motion may be filed under 37
CFR 1.633(c)(4) during the interference to designate the claim
as not corresponding to the count.

Note that for each count, everyclaim in a party's application
or patent must be designated as either corresponding or not cor-
responding to the count. The fact that a claim may be under
rejection does not mean that it should not be designated. For
every claim of an application which is listed on the form, the
examiner mustindicate whether ornotthatclaim is allowable by
writing “(allowable)” or “(not allowable)” next to the claim
number(s). At least one of the claims designated as correspond-
ing to the count must be allowable.

If an involved case contains multiple dependent claims, the
examiner should be careful to indicate which embodiments of
each multiple dependent claim correspond or do not correspond
to each count. An embodiment of a multiple dependent claim
should not be circled on form PTO-850 as being the count, but
rather, the embodiment should be written out in independent
form in the gpace provided.

After Form PTO-850 ig filled out for each count of the
proposed interfezence, it must be signed by the primary exam-
iner in the space provided. The form must also be signed by the
group director, if the director s approval is required (as when the
interference involves two applications whose effective filing
dates are more then 6 months apast).

Whenthe form o forms are signed, they are forwarded tothe
Board together with:

1. The file of each U.S, application or patent listed on the
form(s), including all applications or patents of which benefit is
heing claimed.

2. Arecent tile report foreach of the involved epplication(s)
and patent(s).

if two of the pasties have the same attorney or agent, the
examiner will in 8 separate memorandum call the attention of
the Board to that fact when the Initial Memorendum is for-
warded. The examiner-in-chief, when the interference is de-
clared, can then take such action as may be appropriate under 37
CFR 1.613(b).

2309.03 Affidavits and Declarations Retained
in File [R-2]

When there are of record in the file of the spplication
affidavits or declarations under 37 CFR 1.131 or 1,608, they
should not be sealed but should be left in the file for considera-
tion by the Board. If the interference proceeds normally, these
affidavits or declarations will be removed and sealed up by the
Service Branch of the Board and retained with the interference.

Affidavits and declarations under 37 CFR 1.131 and 1,608
are available for inspection by an opposing party 10 an interfer-
ence after the prelimingry motions under 37 CFR 1.633 are
decided. See 37 CFR 1.612(b).

Affidavits or declarations in the file of a patent are not
removed, inasmuch as they are available (o the public since the
date the patent issued.
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2309.04 Record in Each Interference Complete
R-2]

When there are two of more related interferences pending in
the Patent and Trademark Office, in order that the record of the
proceedings in each particular interference may be separate and
distinct, all motions and papers sought to be filed therein must
be titled in and relate only to the particular interference to which
they belong, and no motion or paper can be filed in any
interference which relates to, or in which is joined, another
interference or matter affecting another interference, .

2309.05 Consultation With Examiner-in-Chief
[R-2]

‘The examiner should consult with one of the examiness-in-
chief in any cage of doubt or where the practice appears to be
obscure or confused. In view of their specialized experience
they may be able to suggest a course of action which will avoid
considerable difficulty in the future treatment of the case,

2309.06 Interfering Subject Matter in “Secrecy
Order” Cases [R-9]

37CFRS.3 Prosecutionof epplication under secrecy order; withhold-
w ' GE0LOH

(b) An inteeference will not be declered involving national eppli-
esiions under sectocy order, Howeves, if en epplicent whose egplica.
tion under secvecy 6sder coples cleims from an issuad patent, 6 notice
of that fact will be placed in the file wrapper of the patent. (Ses §
1.205(c)).

Since declaration of an interference gives immediate access
to applications by opposing parties, no interference will be de-
clared involving an application which has & gecurity status
therein (See >MPEP< §§ 107 and 107.02). Claims will be
suggested so that all parties will be claiming substantiglly
identical subject matter. When all epplications contain the
claims suggested, the following letter will be sent to all parties:

“Claims 1, 2, ete. (including the conflicting claims and
claims not patentable over the application under security
status) conflict with those of another epplication, However,
the security status (of the other application/of your applica-
tion) does not permit the declaration of en interference.

Accordingly, action on the application is suspended for so

long as this situation continues.

“Upon removal of the security status from all applica-
tions, an intesference will be declared.”

The letter should aleo indicate the allowability of the se-
maining claims, if any.

Anotice thatclaims have been presented ina “security type®
aepplication for the puspose of interference with a patent should
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beplaced in the patented file. Also, in eccordance with 37 CFR
1.607(d), the patentee should be notified. The question of an
interference istaken up upon termination of the “security statis”

of the application in which patent claims are presented. The

suggested notices should be modified accordingly.

The notices should be signed by the primary examiner. The
copy of the notice retained separately in the examining group
should, in addition, contain the identification of the applications
and patents involved and the interfering claims. '

. 2310 Handling by Examiner-in-Chief [R-9)

37CFR 1.610 Assignmens of interference to examiner-in-chief, time
period for completing inserference.

() Eechinterference will be declared by en exeminer-in-chief who
may enter all interlocutory orders in the interference, except that only
s panel consisting of at least thres members of the Board shall (1) heer
oral argument ot final hearing, (2) enter a decision under §§ 1.617,
1.640{c) or (), 1.652, 1.656() or 1.658 oz (3) enter any other order
which terminates the intesference.

: (b) Asnecessary, enother examines-in-chiefmay sctinplaceof the

one who declered the intexfevence. Unless otherwise provided in this
section, &t the discretion of the exsminer-in-chief assigned to the
intesference, a panel consisting of two or more members of the Board
may enter interiocutory orders.

(c) Unless otheswise provided in this subpent, times for taking
action by & pesty in the interference will be set on 6 case-by-case basis
by the exemines-in-chief assigned to the interference, Times for taking
action shell be set end the examiner-in-chisf shall exercise control over
the inseference such that the pendency of the interference before the
Boerd does not normeally exceed two years.

(@) Anexeminer-in-chief may hold & conference with the parties
to consider: (1) Simplificationof any issues, (2) the necessity or desira-
bility of amendments to counts, (3) the possibility of obtaining edmis-
sions of fact end genuineness of documents which will eveid unneces.
sery peoof, (4) any limitations on the number of expert witnegses, (5)
the time end plsce for conducting e deposition (§ 1.673(g)), end (6) any
other matier 83 may eid in the disposition of the inteference, Afisr e
conference, the examines-in-chief may enter any order which msy be

Gppropriste.

(¢) The exeminer-in-chief may determine & proper course of
conduct in en interference for any situation not specifically covered by
this pest,

{49 FR 48416, Dec, 12, 1984, edded effective Feb. 11, 1985)

Under »37 CFR< 1.610, each interference will be declared
by anexaminer-in-chief. The examines-in-chief enters all intes-
Tocutory orders in the interference. Asnecessary, anotherexame
iner-in-chief may actin place of the examiner-in-chief assigned
to the intesference. At the discretion of the examiner-in-chief
assigned to the intesference, a panel of two or more examiners.
in-chief may enter an intedocutory oedes. The examinerin.
chief will set times and control proceedings such that pendency
of the interference normally will not exceed 24 months. Under
237 CFR< 1.610(d), the examiner-in-chief isauthorized to hold
conferences. Any conference can be by a telephone conference
call. Under >37 CFR< 1.610(¢), an examiner-in-chief is authoe-

ized 1o determine g proper course of conduct for any situation |

not specifically covered by the rules.
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37 CFR 1.611. Declaration of interference.

{e) Notice of decleration of en interference will be sent to w:h
paty.

(b) When e notice of declaration is remumed o the Patent and
Trademurk Office yndelivered, or in eny other circumstance where
eppropriats, en examiner-in-chief mey (1) send & copy of the notice to
& patentee nemed in & patent involved in en interference or the
patentee’s essignee of record in the Patent end T.ademmk Office or (2)
order publication of an eppropriate notice in the Official Gazette, .

{c) The notice of declaration shell specify:

(1) The name and residence of each party involved in the inter-
ference,

(2) The name and eddress of record of any etiorney or agens of
record in any spplication or patent involved in the interference;

(3) The nsme of eny mxgmeofrwotdmﬂnpmntmd
Trademerk Office;

(4) The identity of eny application or patent involved in the inter-
ference;

(5) Where a party is accorded the benefit of the filing dete of an
esrlier spplication, the identity of the earlier epplication;

(6) The count or counts;

(7) The claim or claims of any spplication or any patent which

'comspondmmhcoml;md

(8) The order of the parties.

(&) The notice of declaration mey elso specify the time for: (1)
Filing & preliminasy statement as provided in § 1.621(s); (2) serving
notice thaet o preliminasy stasement has been filed as provided in §
1.621(b); and (3) filing preliminary motions euthorized by § 1.633,
oppositions to the motions, end veplies to the oppositions.

(¢) Notice may be given in the Official Gazerte that un intesference
hes been declared involving & patent.

[49 FR 48416, Dec. 12, 1984, effective Feb, 11, 1985; 50 FR
23123, Mey 31, 1985, )

Uponreceiptofthe Interference Initial Memorandum (Form
PTO-850) and the case files from the primary examiner, the
interference is assigned to en examiner-in-chief, who is thereaf-
ter responsible for handling it during its pendency before the
PTO. Under the reviged rules, the examiner-in-chief has wide
discretion as to what actions he or she may take, particulasly
with regard to the getting of times, and in studying the rules it
will be noted that many of their provisions are modified by a
qualification such as “unless otheswise ordered by an examines-
in-chief.” Therefore, it may well be that different examiness-in-
chief will follow somewhat different procedures in the interfer-
ences asgigned to them. ,

PREPARATION OF DECLARATION NOTICE

The papers necessary in declaring an interfesence ese pre-
pared at the Board. The notices to the parties and the declaration
gheet are signed by the examiner-in-chief, who declares the
intesfesence by mailing thé notices to the several parties to the
proceeding. Thereafier the applications and interference files
mkeptmhenwdwlmetheymalsomdedinawd
index.

Rev. 9, Sopt, 1988
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‘The fact that an application that has been made specisl by the
Commissioner becomes involved in an interference does not
entitle that interference to be taken up out of turn, Strickland v.
Glazer, 214 USPQ 549 (Comm'r Par, 1980). The parties may
expedite the proceeding by taking action promptly when times
are set, and by requesting that certain time periods be reduced or
eliminated.

Under >37 CFR< 1.611(g), the PTO will normally notify

each party at its correspondence address (37 CFR 1.33(g)) that

an inteeference is declared.

Undez >37 CFR< 1.611(g), the PTO could, in gppropriate
circumstance, also send a notice to apatentee or an assignee. An
appropriatecircumstance for sending an additional notice would
be a situation where a patent was issued on the basis of an
application filed under 37 CFR 1.47. The matters to be specified
in a notice declaring an interference are set out in >37 CFR<
1.611(c). One item 10 be set out is the “order of the parties,”
mesning the order in which the parties will take testimony. The
“ceder of the pasties” isa procedural ool. It indicates the “style”
of the case—which practitioners are encouraged to use. If there
are twa counts and one party is “senios” &8 o one count and
“junios” &8 0 another count, the party has the burden of proof as
tothatcountto which the party is “junioe.” See>37 CFR<¢ 1.657.
Appropriste testimony periods will be set (>37 CFR< 1.651(b))
to accommodate differing burdens of proof in cases where 8
party is “senioe” on one count end “junios” on another count.

If Jones is the junior pasty and Smith is the senior party, the
order of the pasties is: Jones v. Smith. The order of the parties
msy change a2 a result of the granting of & motion under »37
CFR<1.633(d), (f), 0r(g). Undee>37 CFR< 1.611(d), the notice
declaring the interference may also set detes for filing prelimi-
nery statements, notices thet preliminary statements have been
filed, motions under »37 CFR< lbas.oppodﬁmwm
motions, and replies to the oppositions,

Insetting the times for filing preliminary statements and pre-
liminary motions, the examiner-in-chief may follow different
procedures. Some may hold s telephone conference with the
lead attorneys o work out times to afl parties, while
others may specify timesin the declaration notices and state that
those times will be final unless a lead attorney requests by &
certaindate thatthey bechanged. In either event, the times, once
finally set, will not be changed except for good cause shown.
Any motion (0 extend time must regch the examines-in-chief
before expiration of the time period o be extended, and may not
be granted even if it is unopposed, Note that 37 CFR 1.645
specifically provides that “The press of other business arising
afier an examines-in-chief sets a time for taking action will not
noemally constitute good cause,”

Once aninterferenceisdeclaredinvolving anapplication, ex
parte prosecution of the application is suspended end the
epplicant need not respond to any PTO action outstanding as of
the date the intesference is declased.

Rev. 9, Sept. 1968
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2312 Accessto Applicationsin Interference [R-9)

37CFR 1612 Access to applications.

(8) Afizr an inteeference is declored, each persty shall have sccess
bmﬂmlyoumcopluofﬂwmuofmymmmommdw
notice the inteeference, except for affidavits filed under §
1.131 end eny evidence end explenation under § 1.608 filed separate
from en amendment. >A pearty seeking access to eny sbendoned or
pending spplication referred to in the opposing pert;'s involved
spplication or eccess 1o any pending epplicstion referred to in the
opposing party's patent must file & motion under § 1.635.<

(b) Afier preliminary motions under § 1.633 sre decided (§
1.640(b)), each party chall hiave sccess to end may obisin copies of any
affidavis filed under § 1,131 end any evidence and explanstion filed
under § 1.608 in eny spplication set out in the notice declaring the
interference.

{c) Any evidence end explanation filed vnder § 1,608 inthe fileof
eny epplication identified in the notice decleving the interfevence shall
be served when vequired by § 1.617(b).

(¢) The perties et eny time msy egres to exchenge copies of papers
in the files of any epplication identified in the notice declering the
inteeference.

{49 FR 48416, Dec. 12, 1984, effective Feb, 11, 1985; 50 FR
23124, Msy 31, 1985; parsgraph () amended 53 FR 8135. Fena 23,
1988, effective Sept. 12, 1968)

37 CPR 1.612(g) requires an interference party secking
access either to a pending or abandoned application refersed to
in an opposing party's involved application or to a pending ap-
plication refesred 10 in an opposing party’s involved patent, to
file @ motion under 37 CFR 1.635. Such a motion is decided by
an examinee-in-chief (37 CFR 1.640(b)).

A party seeking access (o file @ motion under 37 CFR 1.635
must first confer with the opposing pasty in an effort to resolve
the issue of sccess es required by 37 CFR 1.637(b). The
examines-in-chief will not decide the issue unless it cannot be
resolved by the parties.< .

Under 37 CFR< 1,612, except for affidavits undes 37
CFRe¢ 1,131 and any evidence and explanation under>37CFR<
lﬁOB(b)anmMmmunendmm.whpmyhu
access to the file of every other party after an interference is
declared. The files of applications and patents involved in an
interference are maintained in the Service Branch of the Board
for inspection and copying. Any explanation which is filed as
partof an amendment o an smendment which discusses details
contained in an affidavit under 37 CFRe 1,131 is not 1o be
sealed under >37 CFRe 1.612(a). Thus, »>37 CFR< 1.612(s)
continues the practice discussed in Moorman v. Martin, 103
USPQ 273 (Comm's Pat. 1950) and Calvert, An Overview of
Interference Practice, 62 3. Pat. Off. Soc'y. 209, 293 (1980).
Under>37CFR< 1.612(b), each party hasaccesstoanopponent’s
affidavitunder >37 CFR< 1.131 or an oppoaent’s evidence and
explanation under 37 CFR< 1.608(b) when a decision is
rendered on motions under >37 CFR< 1,633, Under »37 CFR<
1.612(c), & party is required 10 sesve any evidence and explena-
tionunder>37 CFR< 1.608(b) if anoederto show causeisissued
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under 537 CFR< 1.617(a) and the party responds to the order
under >37 CFR< 1.617(b). Under >37 CFR< 1.612(d), the
parties may agree to exchange copies of their respective files.

2313 Lead Attorney or Agent [R-9]

37 CFR 1613 Lead attorney, same attorney representing differens
perties in an interference, withdrawal of atiorney or agent.

{(e) Euch party masy be required to designate one attomnsy or agent
of record &3 the lead attorney or agent.

(b) The same atiomey or sgent or members of the same firm of
*©  sWomeys of sgenis may mol Fepresent (Wo of meee parties in &n
intesference except e may be permitied under this Chepter.

(c) An examiner-in-chief may make necessary inguiry to detez-
mins whether en sitomey or agent should be disqualified from repre-
senting & party in an interference. If an examiner-in-chief is of the
opinion that &n attorney or agent should be disqualified, the examiner-
in-chiefshall refer thematter to the Commissioner. The Commissioner
will meke a finsl decision a8 to whether any sttorney or sgent should
be disqualified.

(d) No sttomsy or agent of record in en interference may withdraw
- ssattomey or agentof record except with the epproval of en examiner-
in-chisf end sfier reasonsble notics to the pasty on whose behslf o
sttomey of egent has eppoased. A request to withdrew es stioeney or

of record in en interfezence shell be mede by motion (§ 1.635).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

Under>37CFR< 1.613(g), when aparty has sppointed more
than one attomey or agent of record, the pasty may be required
to designate & “lead” attorney or sgent. A “lead” attomey o
agentisa registrred attorney oragent of record whois primarily
responsible for prosecuting an interference on behalf of a party
and is the individual whom an examiner-in-chief can contact to
set times and take other sction in the interference, 37 CFR<
1.613(b) continues the practice of not pemitting the same
atorney of agent (o represent two of more parties in an interfer-
ence except as permitted by Chapter 1, see e.g., >37 CFRe
1.344. Under >37 CFR< 1.613(c), an examincr-in-chief can
make an eppropriste inquiry 1o determine whether an attomey
or agent should be disqualified from representing a party. A
- final decision to disqualify an attorney or agent is made by the
Commissioner under 35 U.S.C. 32,

2314 Jurisdiction Over Interference [R-9]

37 CFR 1614 Jurisdiction over interference.

(8) The Board shell sssume jurisdiction over en intesference whan
the interfesence is declered under § 1.611.

(6) When the interfesence is declered the intezferenca s s contested
cese within the meaning of 35 U.S.C. 4.

(c) The exeminer chall have jusisdiction over any pending appli-
cation until the interference is doclared. An enamines-in-clilef, whese
eppropriete, may for & limited puspose restore jurisdiction to the
examiner over any spplication involved in the interference.

[49 FR 48416, Dec. 12, 1984, edded effective Feb. 11, 1985)

>37 CFR< 1,614 specifies when the Board gains jurisdiction
ovee an interference, The section also indicates when an integ-
ference becomes a contested case within the meaning of 35
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U.S.C. 24. A remand to the examiner is authorized and may be
useful in certain situations, such as, when a party moves under
>37 CFR< 1.633(c) w add a proposed count which is broader
than eny count in gn interference. Alternatively, an examiner-
in-chief can obtain informal opinions from examiners during
the course of an interference. Nothing in the rules, howeves, is
intended to authorize informal conferences between an exam-
iner-in-chief and an examiner with respect to the merits of an
application before the Board in an ex parte appeal from an
adverse decision of the examines,

Where an interference is declared all questions involved
therein are to be determined inter partes. Thisincludesnot only
the question of priority of invention but all questions relative to
the patentability to each of the parties of the claims in issue or
of any claim suggested to be added to the issue,

Exagminersareadmonished thatinter partes questionsshould
not be discussed ex parte with any of the interested parties and
that they should so inform applicants or their attomeys if any
attempt is made to discuss ex parte these inter parte questions.

The interference is declared whea the examiner-in-chief
mails the notices of interference to the parties. The interference
is thus technically pending before the Board of Patent Appeals
and Interferences from the date on which the notices exe mailed,
and from that date the files of the various epplications set out in
the notices are opened to inspection by the other pesties to the
extent provided in 37 CFR 1.612.

Obvious minor errors in the counts or corresponding claims
of an epplication may be corrected by the examiner-in-chief
before the declaration notices gre mailed. The changes will be
mﬁﬁmmmmmmwmuwmmbymmm- o
chief,

Throughout the inteeference, the interference and applica-
tion filesinvolved are in the keeping of the Service Branch of the
Board except at such times that action is required, such as for
concurrent prosecution, when they are temporarily in posses-
gion of the wibungl before whom the particular question is

If, independent of the intesference, action as to one or more
of the applications becomes necessary, the examiner should
consult the examiner-in-chief in charge of the intesference.
The examiner merely borrows a patent file, if needed, as whese
the patent is to be involved in & new interference.

2315 Suspension of Ex Parte Prosecution [R-9]

37CFR 1618 Suspension of ex parte prosecution.

() When en interference is declaved, ex peste progocution of en
epplication invelved in the interference ls svspended. Amendments
end other pepers selated 1o the epplicationreceived during pendency of
the interference will not be entered or considered in the interfesence
without the consent of en exeminer-in-chief.

(b) Ex parte prosecution es to specified matters may boe continued
Mmmmﬂy with the interference with consent of the exeminer-in-
{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, Mey 31, 1985)

‘The treatment of amendments filed during an intecference is
Rev. 9, Sept. 1088



2315.01 .
vonsidered in detail in SMPEP< § 2364.
Ex parte prosecution of an appeal under 37 CFR 1.191 may
proceed concurrently withan interference proceeding involving
the same application with the consent of the examiner-in-chief
provided the primary examiner who forwards the appeal certi-
fies, in a memorandum to be placed in the file, that the subject
matter of the interference does not conflict with the subject
matter of the appealed claims. The approval of the examiner-in-
chief in charge of the interference must be obtained before
undertaking any concusrent prosecution of the application.

2315.01 Suspension - Overlapping Applications
[R-9}

Where one of several spplications of the same inventor ot
agsignee which contain overlapping claims gets into an interfer-
ence, the prosecution of all the cases not in the interference
should be carried ag far ag possible, by treating as prior axt the
counts of the interference and by ingisting on proper lines of
division or distinction between the applications: In some in-
stances suspension of action by the Office cannot be avoided.
See >MPEP< § 700.01.

Where an application involved in an intesfesence includes,
inadditionwﬂwwbjectmwomeinwrfemce.awm
and divisible invention, prosecution of the second invention
may be had during the pendency of the interference by filing &
divisional application for the second invention or by filing &

divisional spplication for the subject matter of the interference

and moving to substite the latter divigional application for the
application originally involved in the interference. However,
the application for the second invention may not be passed to
issue if it containg claims beoad enough to dominate matter
claimed in the application involved in the interference.

§11.56 Rejection based on count of an interference

‘The rejection of cleim [1] above based upon count [2] of interfes-
enceNo. (3], to which epplicant is s pasty, is & provisionsl rejection for
the puspose of resolving all remaining issues in this spplication. The
provisiond essumption thet the count is prior ent under 35 U.S.C.
102(g) against this spplicstionmey 6r may notbe true, end prosecution
in this case will be suspended pending final determinstion of priority
in the interference if and when no other issues remain.

Eseminer Note:

1, This pesagreph must follow el rejections under 35 U.SL. 102
or 103 using the count of an interference as prior szt

2. This peregraph is applicable only 0 en spplication that is
eommonly owned by e party in the interlerence but is not invelved in
the interference.

§ 1117 Suspension of prosecution pending outcome of lnterference
The outcome of intesference No. (1] has 8 material bearing on the
patentsbility of the claims in this appli Prosecution in this
epplication is SUSPENDED pending a final judgment in the interfes-
ence.
Applicent should call this case upfor action upon terminationof the
intesference.

Rav. 9, Sege. 1988
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Examiner Note:
‘This paragraph should enly be used in en spplication thet is notin
the interference but is commonly owned by one of the parties thereto.

2316 Sanctions For Failure to Comply With
Rules or Order [R-9)

37 CER 1616 Seanctions for failure to comply with rules or order.

An exeminer-in-chief or the Board may impose an eppropriate
senction against & perty who feils to comply with the regulations of this
peart o eny order entered by ean exeminer-in-chief or the Board. An
sppropriate smction may include ssnong others entry of &n crder:

(e) Holding certain facts to have been established in (s interfer-
ence;

(b Precluding & panty from filing & motion or & preliminssy
slatement;

(c) Precluding s pasty fiom presenting or contesting & perticular
issue;

(d) Precluding e party fromreguesting, obtaining, or epposing dis-
covery; 6f

(e)' Grenting judgment in the interference.

{49 FR 48416, Dec. 12, 1984, added effeciive Feb. 11, 1985, S0FR
23124, May 31, 1985}

>37 CFRe* 1.616 permits an examines-in-chief o the
Board to impose appropriate sanctions against & party who fails
tocomply with the rules or with an order entered in the interfer-
ence. Paragraphs (a) through (¢) of >37 CFR< 1.616 set forth
some of the poasible sanctions which can be entered. The
particular sanction 1o be entered will depend on the factsof &
given case and ordinarily will not be entered prior 1o giving the
affected party an opportunity to present its views. An individual
examinee-in-chief cannot impose a sanction granting judgment
inasmuch as entry of a judgment requires action by the Board.
See>37 CFR< 1.610(a). A party desiring sanctions imposed
against an opponent can move under >37 CFR< 1,636 for entry
of an order impoging sanctions.

For examples of cases where sanctions are warranted, see
Woods v. Tsuchiya, 207 USPQ 228 (Comm'r Pat. 1979) and
Tezel v. Bellanstoni, 188 USPQ 688 (Bd. Pat. Int. 1975). '

2317 Summary Judgment Against Applicant
(R-9]

37CFR 1617 Summary judgmens againss applicans.,

(e) An exeminer-in-chief shall review any evidence filed by en
applicant under § 1.608(b) to determine if the epplicent is prima fecie
entitied 1 & judgment relative to the patentse. If the exemines-in-clief
determines that the evidence shows the epplicentis primafacie entitled
o & judgment relative to the patentee, the interference shell proceed in
the normal mannes under the regulations of this pert. If in the opinion
of the exeminer-in-chief the evidence fails to show thet the spplicant is
prima facie entitled 10 8 judgment relstive to the patentee, the exem.-
ineg-in-chief shall, concurrently with the notice declazing the interfes-
ence, enter an order stating the reasons for the opinion end directing the
epplicent, within e time set in the onder, to show cause why summasy
Judgment ehould not be entered egeinst the applicent.

() The spplicant may file & response to the order and state asy
reasons why summary judgment should not be entered. Any request by

2300-28



INTERFERENCE

the epplicant for a hearing before the Board ghell be made in the
response. Additionsl evidence shall not be presented by the applicant
or considered by the Board unless the epplicant shows good cause why
any additionsl evidence was not initially presenited with the evidence

filed under § 1.608(b). At the time en spplicant files & response, the -

spplicant shall serve on each opponent & copy of any evidence filed
under § 1.608(b) and this paragraph.

(c) If avesponse isnottimely filed by the epplicant, the Board shall
enter a final decision grenting summery judgment sgainst the appli-
cant.

(d) If aresponse is timely filed by the applicant, all opponents may
. file & statement within & time set by the exeminer-in-chief. The
statement may set forth views as 1o why summery judgment should be
granted against the epplicant, but the statemnent ghall be limited to
discussing why all the evidence presented by the spplicant does not
overcome the reasons given by the examiner-in-chief for issuing the
order to show ceuse, Evidence shall not be filed by sny opponent. An
opponent may not request & hearing.

() Withinatime suthorized by the examiner-in-chief, en spplicant
may file a reply to any statement filed by eny opponent.

(f) Whenmore then two parties are involved in en interference, ali
) pmiumnypuﬁcipuwhnmuyjudmtpromdhpmuﬁs

| gection.

(g) ¥f aresponse by the epplicent is timely filad, the examiner-in-
chisf or the Boazd shell decide whether the evidence submitied under
§ 1.608(b) end any edditionsl evidence properly submitted under pere-
graph (b) of thiz section shows thet the applicent is prima facie entitled
to a judgmentyelative to the patentee. If the epplicentis not primafacie
entitled to 8 judgment relative to the patentee, the Boerd shall enter @
erwise, en inteslocutory order ehall be entered authorizing the inteefer-
ence (o proceed in the normal manner under the regulations of this

(hy Only en spplicant who filed evidence wnder § 1.606(b) may
request & heering, If that epplicent requests & hearing, the Boerd may
hold & heering prios to entry of & dacision under parsgraph (g) of this
gection. The examiner-in-chief shisll set  date end time for the heering.
Unlese otherwise ordered by the examiner-in-chief or the Bowd, the
epplicent end eny opponent will each be entitled 1o no more than 30
mirmtes of ozal ezgument et the heersing.

[49 FR 48416, Dec. 12, 1984, edded effective Feb. 11, 1985; SO0FR
. 23124, May 31, 1985]

537 CFR< 1.617 provides for summary judgment proceed-
ings in those cases where & junior party applicant is required to
file evidence and an explanation under >37 CFR< 1.608(b). To
avoid summary judgment, the junior pasty applicantmust estab-
lish that it is prima facie entitled to judgment relative (o the
senior party patentee, For the most part, practice under >37
CFR< 1.617 will be the same as the previous practice under 37
CFR 1.228. The major changes from the previous practice are
the following:

(1) A prima facie case can be based on patentability as well
as priority.

(2) A stricter standard will be imposed for pregenting addi-
tional evidence afier entry of an oeder to show cause. Under
previous practice (37 CFR 1.228, now deleted), additional
evidencecould be submitted with a response to an order to show
cause “when a showing in excuse of ..[its] omission from the
original” showing is made. The “good cause” showing required
by »37 CFR< 1.617(b) impoges a stricter stendard than was

2300-29

2317

required under the prior rules. The stricter standard is consid-
ered necessary in order to encourage applicants copying claims
from a patent 10 better prepare the initial showings under >37
CFR< 1.608(b). Under previous practice, the Board of Patent
Interferences found that substantial time was lost in issuing
orders to show cause based on an inadequate initial showing
only to have an adeguate showing made with theresponseto the
order to show cause. Under the “good cause” standard, igno-
rance by a party or counsel of the provisions of the rules or the
substantive requirements of the law will not constitute good
cause.

(3) When an interference involves more than two parties, all
opponents are permitted to participate in summary judgment
proceedings. Thus, the revised rules overrule Chan v. Akiba v.
Clayion, 189 USPQ 621 (Comm’r. Pat. 1975).

(4) Previcusly, an applicant had to file two copies of its
initial showing under 37 CFR 1.204(c). Under >37 CFR<
1.608(b), & party need only file one copy of the showing.
However, any party responding 1o an order to show cause must
serve & copy of its initial showing under >37 CFR< 1.608(b)
with any response to the order to show cause.

(5) A single examines-in-chief may order an interfesence to
proceed afier issuance of an order to show cause under >37
CFR< 1.608(b) and the filing of aresponse by an spplicantunder
237 CFR< 1.617(b). Only the Board, however, may enter
summary judgment. See >37 CFR< 1.617(b).

Any opponent may attack the sufficiency of an applicant’s
showing under >37 CFR< 1.608(b) when that showing is
presented as evidence under >37 CFR< 1.672. In summary
Judgment proceedings, all an applicant need do is make out a
primafacie case. Xf the interference is allowed to proceed in the
normal manner, the applicant must prove priority by a prepon-
derance of evidence (when the application and the patent are
copending) or beyond a reasonable doubt (when the application
was filed after the patent issued). Manifestly, the burden in
summary judgment proceedings is not as strict as the burden in
proceedings following summary judgment. Brewer v. DeMar-
inis, 558 F2d 22, 28, 194 USPQ 308, 313 (CCPA 1977) and
Schwabv. Pittman, 451 F.2d 637,640,172USPQ 69,71 (CCPA
1971).

The second sentence of >37 CFR< 1.617(d) is intended to
make clear that opponents may file statements in response 1o an
applicant's “response” but the statement “shall be limited to
discussing why all the evidence presented by the applicant does
not overcome the reasons given by the examiner-in-chief for
issuing the order (o show cause.” The PTO does not intend to
expand summary judgment proceedings into a “mini-interfes-
ence.” Angpplicantpresentsevidence under>37 CFR< 1.608(b).
If the examiner-in-chief finds that evidence insufficient, an
order 1o show cause stating the reasons for the insufficiency is
issued. An applicant may vespond and, if appropriate, file
“additional evidence.” The PTO intends to be rather strict in
permitting the filing of new evidence. After the applicant
responds (with or without additional evidence), any opponent
may file a statement, the opponent ghould be free to commenton
all the evidence (original and additional) which the applicant
presents. Compare Inre Plockinger, 481 F.2d 1327, 179 USPQ
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163(CCPA 1973). Under>37 CFR< 1.617(d) theopponent may
fiot urge a rationale for summery judgment which does not
appear in the order to show cause issued by the examiner-in-
chief. However, itisnot the PTO s intentto interpret>37 CFR<
1.617(d) in the narrow manner the Court of Customs and Patent
Appeals interpreted 37 CFR 1.204(c) in Kahl v. Scoville, 609
F.2d 991, 995 - 996, 203 USPQ 652, 656 [headnote 6) (CCPA
1979). An example will illustrate how the PTO intends to
interpret >37 CFR< 1.617(d).

Example. An epplicant copies claims from & patent and is required
to submit & showing under >37 CFR< 1.608(b). Upon review of the
showing under >37 CFR< 1.608(b), the exeminer-in-chief concludes
that the showing fails to meke out & prima facie case of priority,
because spplicant has failed to show en ectual reduction to prectice.
Applicent files & response end includes sdditione] evidence which
purports to show sn actual reduction to prectice, The patentee then files
8 statemnent in which two ezgumentis ave snade. First, patentee srgues
that the edditional evidence hes not been properly suthenticated.
Second, patentee axgues that even if applicant has shown an ectual
vreduction to practice, summery judgment is nevertheless appropriate
becausge epplicent suppressed end conceeled after the actual reduction
topeactice. The Grst esgument is proper, but the second ergument isniot.
A putentee may comment on the sufficiency of the epplicent’s evi-
dence. Faimezs, however, dictates thet summary judgment be grented
only after fairnotice inthe oxder to show cause. Accordingly, summary
judgment will not be besed on e rationale reised by & patentes in a
siatement which does not correspond © the rationale used by the
examiner-in-chief in the order to show cauge.

Once summary judgment proceedings have concluded, an
interference will proceed “in the normal mannes.” The change
isintended w codify the decisions in Walsh v. Sakai, 167USPQ
465 (Comm's. Pat. 1967) and Ing v. Chiou, 207 USPQ 321
(Comm's. Pat, 1979).

2318 Return of Unauthorized Papers [R-9]

37 CFR 1618 Return of unauthorized papers.

(a) The Patent end Tredemerk Office shall return to 8 pasty any
peper presented by the party when the filing of the paper is not
suthoeized by, or is not in complisnce with the requirements of, this
subpert. Any peper returned will not thezeafter be conzidered by the
Patent end Trademark Office in the intesference. A party may be
permitied to file & corrected psper under such conditions as may be
deemed sppropriste by an examiner-in-chief,

1)) Mwnprummgapcpummmmfumnpmy:hallm
submit with the paper & copy of & paper previcusly filed in the
interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985)

Under »37 CFR< 1,618, the PTO has authority to return to
a party any paper presented in an interference which is not
authorized by, or is not in compliance with the requirementsof,
Subpart E of the Rules of Practice. When an improper paper is
filed, a party may be given an opportunity to file a proper paper
under such conditions asanexaminer-in-chief may deem appro-
priate Two examples of improper papers are: (1) replies to
geplies which are not suthorized by the rules and (2) papers
presented which have attached thereto a paper previously filed
in the interference.
Rev. 9, Sepe. 1968
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2321 Preliminary Statement, Time for Filing
R-9]

37 CFR 1.621 Preliminary statemert, sime for filing, notice of filing.

(e) Within the time set for filing prelimingry motions under §
1.633, each party may file a preliminary staternent. The preliminary
statement may be signed by eny individus] having knowledge of the
fects recited therein or by en stiomey or agent of record.

(b) When eperty files & preliminsry statement, the part’ shall also
simultanecusly file end serve on all opponenss in the nterference &
notice stating that a preliminery statementhas been filed. A copy of the
preliminary statement need not be served until ezdered by the exam-
iner-in-chief.

{49 FR 48416, Dec. 12, 1984, edded effective Feb. 11, 1985; SOFR
23124, May 31, 1985]

>37 CFR<* 1.621 through 1.629 govern preliminary state-
ments which continue to be required in interference cases.

Under >37 CFR< 1.621, g preliminary statement can be
signed by an individual having knowledge of the facts (e.g., the
inventor) or by an attorney or agent of record. Permitting an
attorney or agent of record to sign a preliminary statement
eliminates unnecessary mailing of papers between parties and
their attorney or agent.

A preliminary statement serves several useful purposesinan
interference: (1) it serves to limit a party s proofs as to time, (2)
it serves as a vehicle for permitting the examiner-in-chief o the
Board o issue orders 10 show cause in those cases where it
would be futile to take testimony, and (3) it serves as notice to
an opponent of the case which is alleged by a party. Under the
rules the issues which will be raised and decided by the Board
at final hearing are made known during the interlocutory stage
through (a) the preliminary statement, (b) motions under >37
CFRe 1,633 and decisions thereon, and (c) notices under >37
CFR< 1,632 of a party”s intent to argue abandonment, suppres-
sion, or concealment.

The preliminary statements must be filed within the time set
for filing preliminary motions, and the opposing parties notified
of their filing. Howevez, they are not served until ordesred by the
examiner-in-chief after preliminary motions (if any) have been
decided.

2322 Preliminary Statement, Invention Made
by Who and Where [R-9]

37 CFR 1622 Preliminary statemens, who made invention, where

() Aparty’spreliminery statementmust identify the inventor who
mede the invention defined by each count snd must state on behalf of
the invenitor the fects required by paragraph (2) of §§ 1.623, 1.624, end
1.625 as may be sppropriste. When en inventor identified in the
preliminary statement is not &n inventor nemed in the party's epplica-
tion or patent, the pasty shalt file ¢ motion under § 1.634 o comect
inventorship.

(b) The preliminary statement shell state whether the invention
was made in the United States or slwoed. If made shroed, the prelimi.
nary statesnent shall stete whether the party is entitled (o the benefit of
the second sentence of 35 U.S.C. 104.

[49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985]
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Under >37 CFR< 1.622, the preliminary statement must
identify the inventive eatity who made the inveation defined by
each count. If one of the inventors included in the inventive
entity identified in the preliminary statement is not an inventor

named in the application or patent involved in the interference,

a motion under >37 CFR< 1.634 must be diligently filed to
correct the inventorship.

2323 Preliminary Statement; Invention Made in
United States [R-9]

37 CFR 1623 Preliminary statemens; invention made in United
States.

(2) When the invention wes made in the United States or & party
iz entitled to the benefit of the second sentence of 35 U.S.C. 104, the
preliminery statement must state the following facts as io the invention
defined by each count:

(1) Thedateon which the firet drawing of the invention wesmade,

(2) The date on which the fizet written description of the invention
was made.

. (3) The date on which the invention was first disclosed by the
invenior wo snother person.

(4) The date on which the invention wes first conceived by the
mvenioe.

(5) The date on which the invention wes first sctuaily seduced to
prectice. If the invention wes not ectuelly reduced to prectice by oz en
behalf of the invenior grior to the party’s filing date, the preliminary
staternent shall so stete,

(6} Theduteefter theinventor’s conceptionof the invention when
active exercise of reasonsble diligence toward reducing the invention
to prectice begar

(b) If a perty intends to prove derivation, the preliminery statement
must also comply with § 1.625,

{c} When e pesty slleges under paregreph (s){1) of this section thas
e drawing wes made, e copy of the firse drawing shall be filed with end
identified in the preliminszy statement. When o perty olieges under

pazagraph (6)(2) of iz section thet e written deseription of the
invention was made, & copy of the first written description shall be filed
with and identified in the preliminary statement. See § 1.628(b) when
& copy of the firet deawing or written description cannot be filed with
the preliminsry statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

37 CFR<* 1.623, 1.624, and 1.625 respectively set out the
allegations which should be made in. end the attachments which
should accompany, a preliminary statement when (1) the inven-
tion was made in the United States, (2) the invention was made
abroad and was introduced into the United States, and (3)
derivation by an opponent from a party is to be an issue,

2324 Preliminary Statement, Invention Made
Abroad [R-2]

37CFR 1624 Preliminary statemens; invention made abroad.

(&) When the invention wesmede shroed and e pesty intends to rely
onintroduction of the invention ints the United Statee, the preliminary
siatement must state the following fects as io the invention defined by
each count.

(1) The dete on which & drawing of the invention was fimt
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introduced into the United States.

(2) The duts on which a wrilten description of the invention was
first introduced into the United States.

(3) The dite on which the invention wes first disclosed t snother
pezzon in the United States.

(4) The dats en which the inventos” smepmnofmemvenmn
was first introduced into the United States.

(5) The date or which en ectual reduction o practice of the
invention wes first introduced o the United States. If en sctusl
reduction o prectice of the invention was not introduced inis the
United States, the preliminery smendment shall oo state.

(6) The date sfier introduction of the inventor's conception into
the United States when active exercise of reasonsble diligence in the
United States towerd reducing the invention to practice begen.

(b) X aperty intends to prove derivation, the preliminary statement
nsst elso comply with § 1.625,

{c) When & party elleges under paragraph (a)(1) of this section that
adrawing was introduced ingo the United States & copy of thas drawing
shall be filed with and identified in the preliminsry statement. When &
panty alleges under peragraph (e)}(2) of this section that & written
description of the invention was introduced into the United States &
capy of that written description ehall be filed with end identified in the
preliminary statement. See § 1.628(b) when & copy of te first drawing
or first writien description iniroduced in the United States canmot be
filed with the preli statement.

[49 FR 48416, Dee. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985]

Brewer v. DeMarinis, 558 F.2d 22, 194 USPQ 308 (CCPA
1971), illustrates & case where an actual reduction to practice
abroad was introduced into the United States.

2325 Preliminary Statement, Derivation by an
Opponent [R-9]

37 CFR 1.625 Preliminary statement; derivation by an opponent.
(s) When the invention was mede in the United States or ebrosd

end e paxty intends to prove derivation by an opponent from the pary,
dwmnmmmmmmtmuwfoﬂomgumﬂwmvmm
defined by each counts

(13 The name of the opponent.

(2) Thedste on whichthe first drawing of the invention wasmade,

(3) Thedate on which the first written description of the invention
wes mede.

(4) The date on which the invention was first disclosed by the
inventor 1o another person.

(5) The date on which the invention was first conceived by the
hvmﬂ

(6) The date on which the invention wes first communicated to the

epponent.

(b) X & perty intends to prove prioeity, the preliminary statement
st also comply with § 1.623 or § 1.624.

{¢) When e pasty alleges under pasegraph (e)(2) of this section that
8 drawing wes made, 8 copy of the first drawing shall be filed with snd
identified in the preliminary statement. When & party alleges under
paragraph (e)(3) of this section that & written description of the
invention wesmade, acopy of he first writien iptien shall befiled
with end identified in the preliminary statement. See § 1.628(b) when
s first drawing or first written description cannot be filed with the

liminery ststement.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11,1985)
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A party does not have to allege derivation in a preliminary
statement where the party does not know derivation occurred
until the testimony period. >37 CFR<*1.625 requires a party to
file a preliminary statement when derivation is an issue. If
derivation is not known or discovered prior to the date the
preliminary statement is due, a party must move to emend the
preliminary statement and allege derivation promptly after
existence of derivation is discovered.

2326 Preliminary Statement, Earlier Application
R-9]

37 CFR 1626 Preliminary statement; earlier applicasion.

When a party does not intend 1o present evidence to prove a con-
ception or sn ectuel reduction to practice end the party intends to rely
solely on the filing date of en enslier epplication filed in the United
States or sbroad w prove & constructive reduction to prectice, the
[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985}

>37 CFR<*1.626 permits a party to file a preliminary state-
ment which states that the party only intends torely on the filing
date of an earlicr United States or foreign application. Ordinar-
ily, a junior party who fails to file a preliminary statement is not
entitled to access to any other preliminary statement filed (see
>37 CFR< 1.631(b)). >37 CFR<*1.626 permits a junior party
who oaly intends 1o rely on an eaclier application to have access
{0 any opponent’s preliminary statement.

2327 Preliminary Statement, Sealing and
Opening [R-2]

37 CFR § 627 Preliminary statement, sealing before filing, opening of
Slatement,

(2) Thepreliminmy sistement and copies of eny drawing or writien
description shall be filed in 8 sesled envelope bearing only the name of
the party filing the statement end the style (e.g., Jones v. Smith) and
thepreliminary statement end copies of eny drawing or written deserip-
tion. If the preliminesy statement is filed Ghrough the mail, tie sealed
envelope should be enclosed in en cuter eavelope addregsed to tie
Commissioner of Patents and Tredemarks in sccordence with § 1.1(e).

(b) A preliminary statement may be opened only at the direction
of sn exeminer-in-chief.

[49 FR48416, Dec. 12, 1984, added effective Feb. 11, 1985)

2328 Preliminary Statement, Correction of Error
(R-8]

37 CFR 1.628 Preliminary statement, correction of ervor.

(2) A material esror arising through inedvertence or mistake in
connection with (1) apreliminsry statementor(2) drawings or e written
description submitted therewith or omitted therefrom, may be cor-
rected by amotion(§ 1.635) forleave to file e corrected statement. The
motion shell be supported by an effidavit end chell show that the
corvection is essentisl to the ends of justice end shall be eccompanied
by the comected stutement. The motion shall be filed es soon as
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practical efter discovery of the emor.

(®) Wlmaputycmmhlcopyofndnwingonm
description W the perty’s preliminary statement as required by §§
1.623(c). 1.624(c). or 1 Gﬁ(c).ﬂtepmy(l)slullshwgoodcmmd
explunmdamhmmuymwlwleopyohhcdnwmgor
wrilten cannotbe sitached to the preliminery statement end
(2) shall astach to the preliminary statement the essliest drawing or
written description mede in oz infroduced into the United States which
is available. The party shall file & motion (§ 1.635) to emend its
peeliminary statement promptly after the firet drawing, first written
description, or drawing or written description, first introduced into the
United States becomes availeble. A copy of the drawing or written
description may be obtained, wheee sppropriste, by amotion (§ 1.635)
for edditionsl discovery under § 1.687 or dizing & testimony period.

[49 FR 48416, Dec. 12, 1984, sdded effeciive Feb. 11, 1985)

>37 CFR<* 1.628 sets out how an error in a preliminary
statement may be corrected.

>37 CFRe< 1.628(b) covers the possibility that a drawing
mightnot be available, e.g.,a drawing destroyedin “afire.” >37
CFR<* 1.628(b) permits a party to allege a date when a first
drawing or afirst written description was made in those circum-
stances where the first drawing or first written description isnot
available, The party is required (1) to show good cause and
explain in the preliminary statement why a copy of the drawing
or writien description cannot be attached (o the preliminary
statementand (2) attach (o the preliminary statement the earliest
drawing or written description made in or introduced into the
United States which is available. The party is also required to
file a motion to amend its preliminary statement promptly aftes
the drawing or written description becomes available, It is the
PTO’s intent by the amendment to >37 CFR< 1.628() o
ovezrule the holding of headnote [1) of Reddy v. Davis, 187
USPQ 386, 388 (Comm's. Pat. 1975).

2329 Preliminary Statement, Effect of [R-9]

37 CFR 1629 Effect of preliminary statemers.

(s) A paty shall be sirictly held to any date alleged in the
preliminasy staternent. Doubts a2 to (1) definitensss or sufficiency of
any ellegationin e preliminery statement or (2) compliance with formal
requirements will be resclved sgainst the pasty filing the statement by
restricting the party to the earlier of its filing dste or effective filing date
or 1o the latest date of e period alleged in the preliminary stastement es
mey be eppropriate. & party may not correct o preliminasy stetement
encept as provided in § 1.628.

() BEvidence which shows that en ect alleged in the preliminary
statement occurred prior to the date elleged in the statemant shall
esteblish only thet the ect occurved gs early a5 the date alleged in the
statement.

(¢) If a pasty does not file s preliminary statement, the party:

(1) Shall be restricted to the earlier of the pexty*s fling dats or
effective filing date end

(2) V/ill it be peamitiad to prove that:

(i) The pasty made the invention prior to the pasty°s filing date
or

(i5) Any opponent derived the invention from the perty.

(@ ¥ e pasty files & preliminmy ststement which containg s
sllegation of & date of first drawing or first written description end the
perty doesnotfile seopy of the first drawing of writien description with
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the preliminary statement as required by § 1.623(c). § 1.624(c),or §
1.625(c), the party will be restricted to the earlier of the party’s filing
date or effective filing date as o that sllegation unless the party
complies with § 1.628(b). The content of any drawing or written
description submitted with a preliminary statement will not normally
be evaluated or considered by the Board.

(e) A preliminary statementsball not be used as evidence on bebalf
of the party filing the statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

>37 CFR<* 1.629 sets out the effect of a preliminary
" _statement. A party who fails to file a preliminary statement will
ot be permitted to prove (1) that the party made the invention
defined by the count prior to the party’s filing date or (2) thatan
opponent derived the inveation from the party.

2330 Reliance on Earlier Application [R-2]

37 CFR 1.630 Relignce on earlier application.

A pazty shall not be entitled (o rely on the filing date of an easlier
. application filed in the United States or abroad unless (a) the earlier
application is identified (§ 1.611(cX5)) in the notice declaring the
interference or (b) the parsty files a preliminary motion under § 1.633
secking the benefit of the filing date of the earlier application.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

2331 Preliminary Statement Access [R-9]

37 CFR 1.631 Access to preliminary statemens, service of preliminary
siatement.

(2) Unless Jtherwise ordered by an examiner-in-chief, concur-
rently with entry of & decision by the examiner-in-chief on preliminasy
motions filed under § 1.633, any preliminary statement filed under §
1.621(a) shall be opened w inspection by the senior party and any junior
pasty who filed 2 preliminary statement. Within a time set by the
examines-in-chief, a party shall serve a copy of its preliminary state-
ment on each opponent who segved 2 notice under § 1.621(b).

(b) A junior party who does not file & preliminery statement shall
not have access o the preliminary statement of any other pasty.

(c) If an interference is terminated before the preliminary state-
ments bave been opened, the preliminary statements will remain seeled
and will be returned o the respective pagties who submitted the
statements.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985]

Under >37 CFR< 1.631, preliminary statements normally
will be opened for inspection when @n examiner-in-chief de-
cides peeliminasy motions filed under >37 CFR< 1.633. A
junior pasty who does not file a preliminary statement is not
entitled to access (0 a preliminary statement of any other party.
When an interference is terminaied before preliminary state-
ments are opened, any preliminary statement which has been
filed will be returned unopened to the pasty who submitted the
statement. The rules do not require all parties to file a prelimi-
nary statement. If a junior party does not file a preliminary
statement, it will be denied access w any other preliminary
statement which is filed. A senior party, howeves, is always
entitled (o access to any preliminary statement filed by a junior
pasty. See e.g., >37 CFR< 1.631(b). However, a junior party is
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only required to serve a senior party who files a statement.

2332 Abandonment, Suppression or
Concealment to be Argued [R-9]

37 CFR 1.632 Noticc of intent to argue abandonmens, suppression or
concealment by opponens.

A notice shall be filed by a party who intends to argue that an
opponent hag abandoned, suppressed or concealed an actual reduction
to practice (35 U.S.C. 102(g)). A party will not be permitted to argue
abandonment, suppression, or concealment by an opponent unless the
notice is timely filed. Unless authorized otberwise by an examiner-in-
chief, a notice is timely when filed within ten (10) days of the close of
the testimony-in-chief of the opponent.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

Under >37 CFR< 1.632, a notice must be filed by a party who
intends to argue that an oppoaent abandoned, suppressed, ot
concealed an actual reduction to practice. 35 U.S.C. 102(g). A
party will not be permitted to brief (>37 CFR< 1.656) or argue
at final bearing (>37 CFR< 1.654) that an opponent abandoned,
suppressed, or concealed an actal reduction to practice unless
the notice is timely filed. A notice is timely if filed within ten
(10) days after the close of the testimony-in-chief period of an
opponent. While a party bas the burden of proving that an
opponent abandoned, suppressed, or concealed, the burden may
be discharged on the basis of the opponent’s evidence alone.
Shindelar v. Holdeman, 628 F.2d 1337, 207 USPQ 112 (CCPA
1980). See also Correge v. Murphy, 705 F.2d 1326, 217 USPQ
753 (Fed. Cir. 1983); Horwath v. Lee, 564 F.2d 948, 195
USPQ701 (CCPA 1977); and Peeler v. Miller, 535 F.2d 647,
190 USPQ 117 (CCPA 1976). Under previous practice where
notice was not required, it was possible that a party might learn
for the first time that abandonment, suppression, or conceal-
ment was an issue when the party received an opponent’s brief
at final bearing. See Klug v. Wood, 212USPQ767,771 n.2(Bd.
Pat. Int. 1981). At that point, it was often too late to reopen
proceedings in an interference. The purpose of requiring the
notice under >37 CFR< 1.632 is to make the parties and the
Board aware during the interiocutory stage of an interference
thas abandonment, suppression, of concealmentmay be an issue
in the interference. Early notice permits the parties toask for and
the examiner-in-chief 1o set appropriate testimony periods for a
party o present evidence related to abandonment, suppression,
and concealment, particularly in those cases where long unex-
plained delays tend o prove the allegation of suppression or
concealment. Early notice also eliminates the need for the party
moving (0 reopen the testimony period. Klug v. Wood, supra.

2333 Preliminary Motions [R-14)

37 CFR 1.633 Preliminary motions.

A party may file the following preliminary motions:

(a) A motion for judgment on the ground that sn opponent’s claim
corresponding (o 8 coumt is tiot patentable to the opponent. In determin-
ing & motion filed under this peragraph, a claim may be coastrued by
reference to the prior ertofrecord. A motion under this paragraph shall
not be besed on: (1) priocity of invention of the subject matter of acount
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by the moving party as against any opponent or (2) derivation of the
subject maiter of a count by an opponent from the moving party. See
§ 1.637(a).

(b) A motion for judgment on the ground that there is ro interfer-
ence-in-fact. A motion under this paragraph is proper only if: (1) The
interference involves a design applicetion or patent or a plant applica-
tion or patent or (2) no clzim of & party which corresponds o a count
is identical to any claim of an opponent which corresponds to that
count. See § 1.637(a).

(c) A motion to redefine the interfering subject matter by (1)
adding or substituting a count, (2) amending an application claim
corresponding (o @ count or adding 2 claim in the moving party’s
application to be designated to correspond to a count, (3) designating
an application or patent claim to correspond to a count, (4) designating
an application or patent claim 28 not corresponding to & count, or (5)
sequiring an opponent who is an applicant to add a cleim and o
designate the claim to correspond to & count. See § 1.637(a) and (c).

(d) Amotion to substitute a different application owned by a party
for an application involved in the interference. See § 1.637(a) and (d).

(e) A motion o declare an additional interference (1) between &n
additional application rot involved in the interference and owned by &
party and an opponent’s application or patent involved in the interfer-
ence or (2) when an interference involves three or more parties,
between less than all applications and any patent involved in the
interference. See § 1.637 (a) and (¢).

(0 A motion to be sccorded the benefit of the filing date of an
eaglier application filed in the United States or abgoad. See § 1.637 (2)
and (f).

(g) A motion ¢ attack the benefit accorded an opponent in the
notice declaring the interference of the filing date of an exlier applica-
tion filed in the United States or abroed. See § 1.637 (2) and (g).

(k) When a patet is involved in en interference and the patentee
has on file or files an application for reissue under § 1.171, & motioa to
add the application for reissue to the interference. See § 1.637(a) and
(b).

(i) When a motion is filed under pagagraph (a), (b), or (g) of this
section, an opponent, in addition to opposing the motion, may file 2
motion to redefine the interfering subject matter under pesagraph (c) of
this section or & motion to substitule & different application under
paragraph (d) of this section.

(i) When & motion is filed under paragraph (c)(1) of this section en
opponent, in eddition ta opposing the motion, may file s moticn for
benefit under paragraph (f) of this cection &5 to the couat to be added
or substituted.

Under 37 CFR 1.633, a party may file peeliminary motions
for judgment, to redefine the interference, (o substitute a differ-
ent application in the interference, (0 declare an additional
interference, to be accorded the benefit of an easlier application,
to attack benefit previously accorded an opponent, or to add a
reissue application to an interfesence. The motions are called
“preliminary motions” in order to distinguish the motioas from
other motions which might be filed during the course of an
interference. The preliminary motions replace motions authos-
ized by former 37 CFR 1.231, now deleted.

It was pasticulasly important, under previous practice, 0
review one’s proofs inadvance and bring such motions undes 37
CFR 1.231 as might be necessary to conform the counts 10 the
proofs and to avoid post-interference estoppel. See Toschin, The
Pitfall of Inserference Practice: 37 CFR 1.231.603.P.0.S. 5719
(1978). Close attention to the preliminary motions is even more
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necessary under the new rules, in view of the more stringent
estoppel provisions imposed by 37 CFR 1.658(c), discussed
below in the “Final Hearing” section.

Under 37 CFR 1.633(a), a party can file a motion for
judgment on the ground that an opponents claim corresponding
toacount s unpatentable to the opponent. With two exceptions,
unpatentability can be based on prior art (35 U.S.C. 102, 103),
insufficiency of disclosure (35 U.S.C. 112, first paragraph),
indefiniteness of claims (35 U.S.C. 112, second paragraph),
double patenting, estoppel, or any other ground which would
support a bolding that claims corresponding to a count are not
patentable. The two exceptions are (1) priority of invention of
the subject matter of a count by the moving party as against any
opponent and (2) derivation of the subject matter of a count by
the opponent from the moving party. The two exceptions are
directed to issues which age traditional “priority” issues, e.g.,
which inventor made the invention defined by a count first or,
when derivation is an issue, who made the invention. Resolution
of those “priority” issues almost always requires the taking of
testimony. A motion for judgment, bowever, is proper when a
party believes an individual not involved in the interference
made the invention defined by the count prior to an opponent in
the interference, but subsequent to the moving party. Thus, a
patentability issue, such as that raised under 35 U.S.C. 102(g)in
Sutter Products Co. v. Pettibone Mulliken Corp. 428 F.2d 639,
166 USPQ 100 (7th Cir. 1970), can properly be raised with a
motion for judgment under 37 CFR 1.633(a). Derivation by an
opponent from an individual notinvolved in the interference can
also be raised under 37 CFR 1.633(a).

Under 37 CFR 1.633(b), a party can move for a judgment
when the party believes there is no intesference-in-fact. A
motion for judgment on the ground of no interference-in-fact is
only proper under one of three conditions: (1) when an interfer-
ence involves designs, (2) when the interference involves plant
applications or a plant application and plant patent, or (3) when
no claim of a pasty which corresponds to a count is identical to
any claim of an opponent which corresponds to that count. An
example illustrates when a motion under 37 CFR 1.633(b) is

Example 1. Application AD contains pateatable claim 1 (6-cylin-
der engine). Application AE coatains patentable claim 3 (8-cylinder
engine). An interference is declared with 2 single count (G- or 8-
cylinder engine). Claim 1 of application AD and claim 3 of application
AE gre designated to correspond to the count. Applicant AD believes
that ¢ 6-cylinder eagine is a “separate paicntable invention” (see 37
CFR 1.601(n)) from an 8-cylinder engine. Applicant AD cen file &
motion urder 37 CFR 1.633(b) for & judgment on the ground of no
inteference-in-fact stating why & 6-cylinder engine is patentably
distinct from sn 8-cylinder engine. If the Board ultimatsly agrees with
epplicant AD, & patent can iseue to AD containing claim 1 of applice-
tion AD and 8 second patent can issus to AE containing claim 3 of

Under 37 CFR 1.633(c), a party may move to redefine
interfering subject matter. One way to redefine interfering
subject matter is to add or substitute a count. When a pasty secks
to add a count, the party is required to demonstraie that the
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proposed count to be added is direcied to a “separate patentable
invention” from every other count in the interference.

A motion may be filed to amend an application claim which
has already been designated to correspond to a count. See 37
CFR 1.633(c)2). Such a motion may be filed when a pasty
believes an application claim designated to correspond to a
count is unpatentable and the amended claim is believed to be
patentable.

An applicant may move to add a claim to the applicant’s
application and to designate the claim o be added to correspond

. toacount. See 37 CFR 1.633(c)X2). Such amotion may be filed

when the applicant discloses specific subject matter which is not
claimed, wants to claim the subject matter, and have the subject
matter involved in the intesference.

Another way to redefine intesfering subject matter is to
designate a claim as correspoading or not corresponding o a
count. See 37 CFR 1.633(c)X(3) and (c)(4). The following ex-
amples illustrate this later point.

Example 2. Application AF contzins patentable claim 1 (engine).
Patent K contains cleims 3 (engine) and § ( 6-cylinder engine). Claim
- 1 of spplication AF end claim 3 of patent K are designated to corre-
spond to the count. Applicant AF believes a 6-cylinder is the “same
patentablie invention” (see 37 CFR 1.601(n)) as engine. Applicant AF
can file @ motion under 37 CFR 1.633(c)(3) to designate cleim § of
patent K as corresponding to the count. If the motion is granted and
applicant AF prevails in (e interference, judgment will be entered
against patentee K and both claims 3 and 5 of patent K will be cancelled
under 35 U.S.C. 135(a).

Example 3. Application AG contains patentable clsim 1 (engine).
Putent L contains cleim 3 (engine) end § (8-cylinder engine). An
interference is de-:lesed with one count (engine). Claim 1 of application
AG and claims 3 end $ of patent L ege designated (o correspond to the
count. Petentee L believes thet ea §-cylinder engine defines o ''separate
patentable invention” (see 37 CPR 1.601(n)) from engine. Patentee L
should file s motion under 37 CFR 1.633(c){(4) to designated claim § of
patent L as “not corresponding” to the count. If the motion is granted
and an adverse judgment is entered against patentee L, only claim 3 will
be cancelled from the patent pursuant o 35 U.S.C. 135(a).

A motion to redefine the interfering subject matter may also
request that an opponent who is an applicant be required to add
aclaim to the opponent’s application and to designate the claim
tocorrespond toacount. See 37 CFR 1.633(cX5). Suchamotion
may be filed when a party sees that the opponent discloses, but
does not claim, subject matter which the party believes should
be involved in the interference.

37 CFR 1.633() continues the previous practice (from 37
CFR 1.231) of allowing a pasty (0 move o redefine the subject
matter of the interfesence or substitiute a different application
when an opponent moves for judgment (see 37 CFR 1.633(a)
and (b)) or o attack benefit (see 37 CFR 1.633(g)).

Paragraph (j) of 37 CFR 1.633 permits an opponent to move
for benefit when a pasty moves (o add or substitute a count.
Thus, when a motion o add a count is filed by a party and an
opponent wants benefit of an earlier application in the event the
motion to add is granted, the opponent should file a motion
under 37 CFR 1.633(j) to be accorded benefit. The mere fact that
the opponent had been accorded benefit of an earlier application
when the interference was declared does not mean the opponent
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will be accorded benefit as to some other count which may be
added on motion of some other party. ‘

37 CFR 1.633(e) adopts the estoppel rule approved by the
Court of Customs and Patent Appeals in Avery v. Chase, 101
F.2d 205, 40 USPQ 343 (CCPA 1939), cert. denied, 307 U.S.
638 (1939).

The following comment by the CCPA in iis opinion in In re
Shimer, 69F.2d 556, 558,21 USPQ 161, 163 (CCPA *>1934<),
accurately expeesses the intent of the PTO in promulgating 37
CFR 1.633(¢) and 1.658(c):

“Itmay be stated that this rule works no hardship on him
who is diligent in pursuit of his rights. When an interference
is declared, the files of his contestants are open to him. He
bas full cognizance of their disclosures and claims. So
advised, it becomes his duty to put forward every claim he
bas. [37 CFR 1.633(e)]. . . affords him the opportunity. If the
rule be not enforced or enforceable, then delays and litiga-
tion are greatly increased. Itis quite obvious that the doctrine
of estoppel, as applied in these cases, results in the better
conduct of the business of the Patent {and Trademark]]
Office and in the public good.”

If a party believes that an opponent has committed “frand”
or has engaged in “inequitable conduct,” the pasty may file a
motion under 37 CFR 1.633(a) for judgment on the basis of
“fraud” or “inequitable conduct” must make out a case by clear
and convincing evidence. The examiner-in-chief has sufficient
authosity under the rules to preclude a party from proceeding in
an interference on a baseless charge of “fraud” or “inequitable
conduct.” See also 37 CFR 10.23(cX18).

When a party files a preliminary motion for judgment under
37 CFR 1.633(a) against an opponent in an interference on the
ground that the claim(s) corresponding to a count are unpatent-
able over prior art, and, based upon the effective filing date(s)
of the application(s)/patent(s) involived in the interference, the
prior art would also be applicable to the moving party, the
following will apply:

1. The meze filing of the motion will not be construed as an
admission by the moving party [See Commissioner’s
Notice of May 23, 1990, 1115 0.G. 31 (June 19, 1990),
discussing Winkler v. Guglielmino, Appeal No. 89-1571
(Fed. Cir. May 9, 1990) (unpublisbed)).

2. When a motion for judgment based on unpatentability
over prior astis filed, the examiner-in-chief will determine
(i) whether the date(s) of the cited peior art are such that it
would on its face appear to apply to the moving party, and
(ii) if s0, whether the motion includes an explanation as to
why the prior art would not be applicable (o the movant,
If the motion does not contain an explanation, the exam-
iner-in-chief will send a letter (0 the moving pasty. The
letter must:

(a) inform the movant that the prior art appears to be
applicable against the movant; (b) set a time period to
provide an explanation as w0 why the prior art does not
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apply to the movant; (c) state that unless a sufficient
explanation(andevidence, if appropriate, e.8., affidavit
under 37 CFR 1.132) is filed within the time set, the
movant will not be permitted to rely on any such
explanation (and evidence) in response o of iR any
subsequent action in the interference.

3. If the movant provides no explanation, or an insufficient
explanation, as to why the cited prior art would not apply
to the movant, the examiner-in-chief will determine

- whether or not the prior art cited in support of the motion
renders the count (claims corresponding o the count)
unpatentable to the moving party as well as each of the
other parties. If the examiner-in-chief concludes that the
claims are unpatentable, an order to show cause under 37
CFR 1.640 will be issued against gl] pasties t0 whom the
prior art is applicable without regard to the dates alleged
in the pereliminary statements. (The suggestion in Gou-
tzoulis v. Athale. 1§ USPQ2d 1461 (Comm'r Pat. 1990)

. thatapreliminary statement might be considered to deter-
mine whether an order to show cause should be issued,
will not be followed.) Note that if the moving pasty
expressly admits that the prior art renders his cotrespond-
ing claims unpatentable, the examiner-in-chief must still
determine whether the correspouding claims of the other
pasties are unpatentable over that art.

4. Inresponsetothe order to show cause, the parties have the
options set foeth in the Commissioner,s Notice of Decem-
ber 8, 1986, 1074 0.G. 4 (January 6, 1987), and/or may
move undez 37 CFR 1.651(c)4) for a testimony period, if
appropriate. .lowever, the following should be noted:

A, If the pasty who filed the motion for judgment is
under the order to show cause, the party’s showing and/
orrequest for testimpny in response to the order to show
cause may not be based upon any reasons which could
have been, but were not, given in explanation of why

°  the cited prior ast would not apply © the party.

B. If the peior ast is not a statutory bar to a pasty and the
allegations in that pasty’s preliminaey statement, if
peoven, would antedate the effectivedate(s)of theprior
art, an appeopriate response (o the order to show cause
would be a request to take testimony (o antedate the
prior art, as well as o prove priority of invention. If
applicable, this option may be specified in the order to
show cause.

C. A request for a testimony period to remove the peioe
art based upon other reasons, e.g., inoperativeness of a
refegence, unexpected results, etc., must meet the crite-
ria set foeth in Hanagan v. Kimura. Intesference No.
102,150, 16 USPQ2d 1791 (Comm'r. Pat. Aps. S,
1990).

D. Even assuming cotroboration, the evidence neces-
sary (o antedate a reference is not necessarily the same
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as that required to prove priotity of invention. Cf.
Anderson v. Norman. 185 USPQ 371 (Comm'r Pat.
1968). Therefore, depending on the circumstances, a
request totake priority testimony may not be adequate
to cover taking testimony to antedate the reference, and
vice versa. Some examples of such differences are:

Antedating 8 Proving Priority
Reference Under in an [nterference
37CFR 1.131
1. Generic count | Proof of Ouly must prove
(corresponding | possession of one species within
claim) genus may be genus. Mikus v.
required. MPEP Wachsel. 504 F.2d
§715.02, § 715.03.] 1150, 183 USPQ 752
(CCPA 1974).
2. Limitations of } Claimed subject Must prove all
count matter need only limitations of
(corresponding | be obvious from count. Newkirk
claim) the prior scts. v. Lulejian. 825
In re Spiller. F.2d 1581,
500 F.2d 1170, I UsPQ2d 1793
182 USPQ 614 (Fed. Cis. 1987).
(CCPA 1974).
3. Comoboration | No. Yes. Reese v.
by noa-inventor | Ex parte Hurlbus. Hurst v,
required 1890 ¢.D. 138. Wiewiorowski. 661
F.2d 1222, 211
USPQ 936 (CCPA
1981 )<.

2333.01 Preliminary Motions - Related to Appli-
cation Not Involved in Interference [R-2)

Whenever a party in interference beings a motion under 37
CFR 1.633(d) or (e) concerning an application not already
included in (he interference, the examiner-in-chief should at
once send the primary examiner a written notice of such motion
and the primary examiner should place this notice in said

The notice is customarily sent to the examining group which
declared the interference since the application referred to in the
motion is generally examined in the same group, However, ifthe
application is not being examined in the same group, then the
correct examining group should be ascertained and the notice
forwarded to that group.

This notice serves useful and essential purposes, and due
aitention must be given to it by the examiner when itis received.
First, the examiner is cautioned by this notice not to consider ex
pare, questions which are pending before the Office in inter
partes proceedings involving the same applicant or party in
interest. Second, if the application which is the subject of the
motion is in issue and the last date for paying the issue fee will
not permit determination of the motion, it will be necessaty 0
withdraw the application from issue. Third, if the application
containg an affidavit or declasation under 37 CFR 1.131 or
1.608, this must be sealed because the opposing parties bave

access to tbe application.
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ation is involved in interfer-  SMErVE
ence.mepwersmmhepwmthe‘whmmmm”

same manner as amendments received during interference, and.

appropriate acuon taken af&er the termmauon of the mwfet- _ ::  K

ence

filing date which was not accorded in the declaration papers

should file a motion for benefit of that filing dite under 37CFR -

1.633(f) and the matter will be considered on an infer partes
basis. - -

2334 Motions to Correct Inventorship [R-9]

37 CFR 1.634 Motion to corvect inventorship.
. & party may fils & motion © (a) amend its spplicetion involved in
an interference to comect inveniorship a8 provided by § 1.48 or (b)
cmmwmﬁpofmpmumludmmmuﬁcmnm-
vided in § 1.324. Ses § 1.637(a).
[49 FR 48416, Dec. 12, 1984, addedeffacnvcl’eb 1L, 1985]

>37CFR<1 GMaummamﬁomocmectmthorshnp
inanapplication (see>37CFR<1. ﬁ)mapm(mﬁ'lCFk
1.324) involved in an interference. -
4 A party who wishes to change the named inventive entity of

its application or patent involved in an interference must do 5o
by way of s motion under 37 CFR 1.634. Such amotion mustbe
accompanied by the items required by 37 CFR 1.48 (in the case
of an application) or 37 CFR 1.324 (in the case of a patent), and
decided by tbe examines-in-chief, If the primary examiner
becomes aware that papers under 37 CFR 1.48 or 1.324 have
been filed in an application or patent, respectively, involved in
an interference, the examiner should call them to the attention
of the examiner-in-chief in charge of the interference.
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A party whodesirés 1o be accorded the benefit of a foreign

. CFRe. !633

/ 'revxew.hobtampmm&outopmceedunwssvsc A0t -
10 obtain additional discovery. -

under 37 CFR< 1638 will be

motions™ o dnsungulsh fmm“pml

stawmmt. toexumdume t‘or mkmg acnonbrtoseekjudmalp

2336 Time for Filing Moﬁons" [R-9]

37 CFR 1.636 Maﬁam. sime for filing.

(s) A preliminary motion under'§ 1. 633(|)dtough(h)shallbo
filed within a time period set by an examiner-in-chief.

&) Amlmmmoﬁonmdu! l633(x)or0)alullbeﬁkd
within 20 days of the service of the preliminary motion under § 1.633
(a).(b).(c)(l).ot(;)unlmommmeudbymounim-in-chief.
 (c) Amotion undes § 1.634 shall be diligently filed sfter anemwor
is discovered in the inventorship of en application oe patentinvoivedin
an intecference unloss otherwise ordered by en examines-in-chief.

(d) Amotion endes § 1.635 aball be filed es specified inthis subpart
orwihen ualess othsrwise ordered by an examines-in-chief.

{49 FR £9416, Dec. 12, 1964, edded effoctive Feb, 11, 1985; 50 FR 23124,

May 31, ms]

37 CFRe lG%mmnﬁeﬁmestmwhiebamotm
can be filed.

Apmymustexuckedxﬁgmmcmcthgmvemrsmp
Van Otteren v. Hafner, 278F2d738 126 USPQ 151 (CCPA
1960). :
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2337 Motion Content' [R-9]

37 CFR1.637 Commfmum .

(l)Everymohmsblnmcludc(l)aywentoﬂhemurehef' - whe

requested, (2) a statement of the material facts in supportof the motion, - g

and (3)afull st.mmem of tho;rcuonl why the nlnef requuted should S

be granted.

®) A motion v undst-j: ; '635 shall contiin's cemﬁcm by the™ | opponent’s appli

movmgmmnngdmﬂnmmpmyhuconfemdwxmau
opposmgpmmmmeffonmgoodfmhwtmlvebywtthe , ':

issues raised by the motion. Amovmgpmyshmmdzcmmhemonon

whether any other party plans to oppose the motion. The peovisions of ‘@
thwpmgr&phdomtapplyto nmotxon to - suppress. evndence.

(§ 1.656(h)).

) A mhmnwy motion under § 1.633(c) shall explun why the

interfering subject matter should be redefined.
(1) A preliminary motion seeking to add or substitute & count

ghall: A ' , :

(i) Propose each count to be added or substituted.

Rev. 14, Nov. 1992

o (iv) Deﬂgnm the clmns of my patznt mvolved in the mtcrfer-

~ ,encewhlchdcﬁnuhempmmablemvennonueachpopoud
'coum '

) Showthueach pmpoaedcomtdeﬁnes asepuue pawntable‘
invention from every other count in the interference,

(vi) Be sccompanied by s motion under § 1.633(f) requesting the
benefit of the filing date of eny earlier application filed in the United

(Continued o page 37)
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States or ebrosed.
(2) A prelimingry motion secking to amend an application claim
emespondmgwacmmtoraddmgaclaunmbedcsxgnawdw

correspond o & count shall:
' () Propose en smended or added claim.

(i) Show that the proposed or added claim defines the same

patentsble invention s the count.

(iii) Show the patentability to the spplicant of each amended or
added claim end spply the terms of the emended or added claim to the
disclogure of the epplication; when necessary e moving pasty applicent
shall file with the motion en emendment making the emended or added
claim to the application.

(iv) Besccompenied by amotionunder § 1.633(f) requesting the
benefit of the filing date of any earlier applicstion filed in the United
Sistes or abroad.

() A preliminary motion secking to designate sn spplication or
patent claim to comrespond 1o & count shall:

@) Tdentify the cleim and the count.

(ii) Show the claim defines the same pateniable invention &s the
count.

(iii) Be accompenied by a motion under § 1.633(f) requesting the
benefit of Uiz filing dete of any esrlier application filed in the United

- States or abroed.

- (4) A peliminary motion secking to designate an epplicstion or
patent claim s not corresponding © & count shell:
@) Identity the claim and the count.
(ii) Show theclaim doesnot define the same patentableinvention
as eny other claim designated in the notice declaring the intesference s
coeresponding (o the cousit.

(5) A preliminesy motion seeking to require an opponent whois
en epplicent to add acleim end designute the cleim es corresponding to
& count ghall:

(i) Propose a claim o be added by the opponent.

(ii) Show thepatentability to the opponent of the cleim end epply
the teems of the claim to the disclosure of the opponent’s epplication.

(iii) ldent'%y the count to which the claim shall be designated to

(iv) Show the cleim defines the same patentsble invention as the
count to which it will be designated to corzespond.
(@) Apreliminery motionunder § 1.633(d) to substitute s different
spplicstion shall:

(1) Identify the different application.

(2) Certify that & complete copy of the file of the different
epplication, except for documents filed under § 1.131 oz § 1.608, has
been sezved on all

(3) Showﬂwpcmhhtywﬂwupphcmmhnclmmor
proposed to be added to, the different spplication which correspond to
each eount end spply the tezms of the claims to the disclosure of the
different epplication; when necessary the applicant chell file with the
motion e amendment edding a claim to the differens application.

(4) Be accompanied by e motion wnder § 1.633(f) reguesting the
benefit of the filing date of an easlier application filed in the United
States or abrosd.

(¢) A preliminery motion to declare an sdditional interference
under § 1.633(e) shell explein why en additional intesfesence isneces-

61y,

(1) Whenthe preliminsry motionsesks an sdditionel interference
under § 1.633(e)(1), the motion shall:

(iy Tdentify the sdditiona! spplicas

(i) Centify drat & complete copy of the file of the additional
epplication, except for documents filed undes § 1.131 or § 1.608, hes
been sezved on el opponents.
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(iii) Propose a count for the sdditionsl interference.

(iv) Show the putentsbility to the spplicent of all claims in, or
proposed to be added to, the additional epplication which correspond
o esch proposed count for the additional interference end apply the
terms of the claims to the disclosure of the edditionsl epplication; when
necessery the gpplicsntshall file with the motion an emendment edding
any elaim to the additionsl spplication.

(v) When the opponent is an applicent, show the patentsbility to
the opponent of eny claims in, or proposed w be added 1o, the
opponent's application which correspond to the proposed count and
apply the terms of the cleims to the disclosure of the epponent’s

(vi) *¥sldentify ell claims in the opponerit’s epplication or
patent which should be degignated to corvespond to each proposed
count; if the opponent’s spplication does not contain eny such cleim,
the motion shall propose & claim to be added to the opponent’s
application.<

(vii) Show that each proposed count for the edditional interfer-
ence defines e separate patentable invention from eil counts of the intes-
fevence in which the motion is filed,

(viii) Be accompanied by 2 motion under § 1.633(f) requesting
the benefit of the filing date of an esslier epplication filed in the United
States or abroad.

(2) When the preliminary smotion seeks an edditions] interference
under § 1.633(e}(2), the motion shail:

) ldamfymyapphcnmorpmmbemvolvedmme
edditionsl interference.

(i) Propose e count for the additions] intexference,

(iiiy) When the moving perty is en epplicent, show the patentabil-
ity to the epplicant of all claims in, or proposed to be added to, e
perty s epplicstion which correspond to esch propesed count end epply
the tzrms of the cleims to the disclosure of the party s applicetion; when
necessery @ moving party epplicent shall file with the motion en
emendment edding eny proposed claim to the epplication.

(iv) Identify all elaims in eny opponent’s applicetion which
should be designated to correspond to each propozed count; if an
opponent’s application does not contein such e clzim the moving paxty
shall propose & cleim o be edded to the opponent’s application. The
moving perty ghell chow the patentability of eny proposed cleim to the
opponent snd apply the terms of the claim to the discloswe of the
cpponent’s spplicstion.

{v) Designate the claims of any patent involved in the mmfer-
ence which define the ssme patentsble invention as each proposed
count. '

(vi) Show that esch proposed eount for the sdditional interfer-
encedefines eseparetepatentable invention from all countsin theinter-
ference in which the motion is filed.

{vii) Be sccompenied by & motion under § 1.633(f) requesting
the benefit of the filing date of an estlier application filed in the United
States or gbroad.

() A peliminsry motion for benefit under § 1.633(f) shall:

(1) Xdentify the earlice application.

(2) When the earlier spplication is en spplication filed in U
United States, certify that & complete copy of the file of the easlier
epplication, except for documents filed under § 1.131 or § 1.608, has
been sesved on ell opponents. When the earlier application is an
application filed ebroed, certify that a copy of the epplication filed
ehroad has been served on &Yl opponents., If the esrlier spplicstion filed
ebroed isnot in English, the requivements of § 1.647 must also bemet.

(3) Show that the easlier epplication constitutes & constructivere-
duction to practics of esch count.

(g) A prelisninary motion to attack benefit under § 1.635(g) shall
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explein, &8 to each count, wiiy en opponent should not be accorded the
benefit of the filing date of the earlier spplication.

() A preliminary motion to add en spplicstion for reissue under
§ 1.633(h) ghall:

(1) Identify the spplication for reissue.

(2) Ceriify that & complete copy of the file of the application for
reissue has been served on all opponents.

(3) Show the patentability of efl claims in, or proposed tobe sdded
1o, the epplication for reissue which correspond to cach covnt and spply
the terms of the claims to the disclosure of the epplicetion for reissue;
when necesssry & moving epplicent for reissue shall file with the
mintion gnamendment adding eny proposed claim to the applicasion for
reissue.

(4) Be sccompenied by & motion under § 1.633(f) requesting the
benefit of the filing date of an earlier epplication filed in the United
States oz abroad.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; 50 FR
23124, May 31, 198S; paza. (e)X{1)iv) emended June 23, 1988, 53 FR
23735, effective Sept. 12, 1988)

37CFR 1.637(e)(1)(vi) requires that a motion to declare an
additional interference under 37 CFR 1.633(e)(1) between an
additional application not involved in the interference and
owned by a party and an opponent’s application or patent
involved in theinterference either (1) designate theclaims of the
opponent’s application or patent which define the same patent-
able invention defined by the proposed count or (2), if the
opponent’s application does not contain any such claim, the
moving party mustpropose aclaim tobeadded to the opponent’s
gpplication.<

>37 CFR< 1.637 sets out the content of motions. In prior
interference praciice, parties and their counsel have had diffi-
culty meeting afl ¢t “unwritten™ requirements for motions
under former 37 CFR 1.231. >37 CFR< 1.637 is quite specific
in setting out the requirements for each type of motion, particu-
iarly the preliminary motions. By setting out with specificity the
requirements for each type of motion, it is intended to minimize
disposition of motions on technicalities,

>37CFR<1.637 setsout the requirements of a motion under
>37 CFR< 1.633(c)(S). Those requirements are: the moving
party must (1) propose a claim to be added to the opponent’s
application, (2) show the patentability of the claim to the
opponentand apply the tesmsof the clgimto the disclosure of the
opponent’s application, (3) identify the count to which the
proposed claim shall be degignated to corregpond, and (4) show
that the proposed claim defines the same patentable invention as
the count to which it will be designated to correspond. The
following example illustrates how practice under »37 CFR<
1.633(c)(5) and >37 CFR< 1.637(c)(S) is expected to occus.

Emnp!e.ApphcmAVdmlommgmMmmulca&-
cylinder engine. Application AV contsing only cleim 1 (engine).
Application AW discloses engines in general, but does not specifically
disclose & 6-cylinder engine. Application AW conting only & singls
claimn 3 (engine). Secing that applicstion AV specifically discloses 8.6~
cylinder engine and believing thet & 6-cylinder is the seme puenteble
invention & “engine,” AW could move under 537 CFR< 1.633{(c)(3)
to require epplicent AV to edd & claim (6-cylinder engine) end to have
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the elaim designated o correspond to the count (engine). Applicent AV
could oppose on the ground that & 6-cylinder engine is not the “sams
patentsble invention™ as mgxm."lfﬂwmmngxmmd.app!wm
AV would be required o & 8dd & claim o 6-cylinder engine snd the
claim viould be designated W correspond to the count. If spplicent AV
oses the interference, the judgment would precluds spplicant AV from
obtsining e patentwith claims to “engine” or *6-cylinderengine.” If the
motion is denied on the basis thet & 6-cylinder engine is not the same
patenteble invention, epplicent AV would not be required to present 8
elaim to & 6-cylinder engine and would be able to pursue guch & claim
ez parie even if applicant AV loses the interference.

If an applicant is ordered by an examiner-in-chief to file an
amendment to present a claim and the applicant faiis or refuses
to timely present the amendment, the failure or refusal will be
taken without furiher action as a disclaimer by the applicant of
the subject matter of the claim. See the second sentence of >37
CFR< 1.640(b)X1).

Under the rules, it is not the intent of the PTO o allow a
senior perty to testthe sufficiency of the case-in-chief of @ junios
party prior to final hearing. Thus, a “motion for a directed
verdict” (see Rule 50(a) of the Federal Rules of Civil Procedure)
atthe conclusion of the junior party”s case-in-chief and prior to
& senior party’s case-in-chief is not authorized under the rules.
If 8 senior party believes the case-in-chief of the junior party is
insufficient as 8 matter of law, the senior party may elect 10
proceed immediately to final hearing. If the senior pasty is
incorrect, howeves, the senior party will have waived any right
to present any case-in-chief or rebutial. See e.g., Comstock v.
Kroekel, 200 USPQ 548, 550, n. 4 (Comm's. Pag. 1978);
Lorenian v. Winstead, 127 USPQ 501, 508 (Bd. Pat. Int. 1959);
and more recently, Burson v. Carmichael, 731 F.2d 849, 221
USPQ 664 (Fed. Cir. 1984)(“There is no suppost in the law for
repeated bites at the apple”™). This would be true even if the only
evidencerelied upon by the junior party is a showing under >37
CFRe 1.608(b). In this respect, the rules codify the decision in
Walsh v. Sakai, 167 USPQ 465 (Comm’s. Pat. 1970).

2338 Opposition and Reply [R-9]

37 CFR 1.638 Opposition and reply, time for filing oppasition and
reply.

(8) Unless otherwise ordered by the exemines-in-chief, sny oppo-
sition (o any motion shall be filed within 20 dsys efier service of the
motion. An opposition ehall (1) identify sny maierisl fect set forth in
the motion which is in dispute end (2) include an ergument why the
relief requested in the motion should be denied.

(b) Unless othezwize ordered by an exemines-in-chief, areply shall
be filed within 15 days after servics of the opposition. A reply shall be
dizected only 1o new points raised in the opposition.

(49 FR 48416, Dec. 12, 1984, eddad effective Feb. 11, 1985)

>37CFR<1.638 authorizes oppositionstomotions. Any op-
position mustidentify any material fact in dispute. A reply 1o an
opposition is authorized for all motions. A reply toa reply isnot
authorized,

2300 - 38



INTERFERENCE

2339 Evidence in Support of Motlon, Opposition,
or Reply [R-9]

37 CFR 1.639 Evidence in support of motion, opposition, or reply.

() Proof of any meterial fect elleged in a motion, opposition, or
reply must be filed and served with the motion, opposition, or reply
unless the proof relied upon is part of the interference file or the file of
any peient or application involved in the interference or any earlier
spplication filed in the United States of which & party has been sccorded
or seeks 1o be accorded benefit.

(b) Proof may be in the form of patents, printed publications, end
sffidavits,

(c) When a perty believes the testimony is necessary to supporior
oppose & preliminary motion under § 1.633 or & motion to comrect
inventorship under § 1.634, the party shall describe the nsture of the
testimony needed. If the examiner-in-chief finds that testimony is
nieeded to decide the motion, the exeminer-in-chief may grant eppro-
priste interlocutory relief and enter an order suthorizing the taking of
testimony and deferring & decision on the motion to finel hearing.

[49 FR 48416, Dec. 12, 1984, sdded effective Feb, 11, 1985)

>37 CFR< 1.639 sets forth the evidence which may accom-
pany a motion, opposition, or reply. Every material factalleged
in a motion, opposition, or a reply must be supported by proof.
>37 CFR< 1.639(b) authorizes affidavits to be used as proof for
any motion. The affidavit may later be used by a party during
the testimony period (see >37 CFR< 1.671(¢) and 1.672(b)).
When a party believes that testimony is necessary to decide a
motion under>37 CFR< 1.633 or 1.634, the party must describe
the nature of the testimony needed. If an examiner-in-chief
agrees that testimony is needed, appropriate interlocutory relief
will be granted and testimony will be ordered.

Jeshould benoted that if affidavits cannot be timely prepared
fo be filed with a motion, the moving party may wich to take
advantage of paragraph (c) of >37 CFR< 1.639 which requires
a party (o specify any testimony needed to resolve a motion, A
moving parly or an opponent may describe any testimony
needed to resolve a motion under either >37 CFR< 1.633 or
1.634. Ofien, testimony is needed to resolve inventorship dis-
putes. Accordingly, a party may describe testimony needed to
sesolve motions to correct inventorship under >37 CFR< 1.634.
It should be noted that if a party relies solely on affidavits in
support of a motion (under >37 CFR< 1.633 or 1.634) and the
issue raised in the motion is to be considered at final hearing, the
party must comply with >37 CFR< 1.671(e).

Example. Aninterference is declered with one count between ap-
plication AH and spplication AJ, Applicent AH files a preliminasy
motion under >37 CFR 1.633(cX1) to redefine the interfesence by
sdding a second count, In order to succeed, epplicent AH must show
that the proposed count 1o be sddedis directed 10 8 “separate patentable
invention” (see »37 CFR< 1.601n)) from the count glready in the
interfereace. In the motion, spplicant AH sets forth in detail the
testimony which will berequired to prove that the subject matter of the
proposed count is to a separate paientable invention from the subject
matter of the count in the interference. Applicant AJ opposes the
motion on the ground (that the proposed and pregent counts define the
“same patentable invention™ (see 37 CFR< 1.608(n)). An examines-
in-chief determines that & matesial fact is in dispute and thet the
applicent AH hes established testimony is needed o properly rule on
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the motion. Under the circumstances, the motion will be deferred to
final hearing and & testimony period will be ordered. The question of
(1) whether the proposed and present courits define the seme patentable
invention and (2) priority will be decided et final heering.

2340 Motions, Hearing and Decision [R-9]

37 CFR 1.640 Motions, hearing ard decision, redeclaratwn of
interference, order to show cause.

(2) A hesring on & motion may be held in the dxscreuon of the
examiner-in-chief. '[he examiner-in-chief shall set the date and time
for any hesring. The length of oral sxgument at & hearing on  motion
is s matier within the discretion of the examiner-in-chief. An examiner-
in-chief mey direct that & hesring take place by telephone,

(b) Motions will be decided by an examiner-in-chief, An exam-
inez-in-chief may consult with en exeminer indeciding motions involv-
ing a question of patentability. An examiner-in-chief mey grantor deny
any motion or tzke such other sction which will secure the just, speedy,
snd inexpensive determinstion of the interference.

(1) When preliminsry motions under § 1.633 are decided, the ex-
aminer-in-chief will, when necessery, set & time for filing any amend-
ment to an application nvolved in the intexference and for filing 2 sup-
plementa) preliminary statement as to eny new counts involved in the

"interference. Feilure or refusal of a party to timely present an emend-

ment required by an examiner-in-chief shall be taken without further
aciion 65 a disclsimer by that party of the invention involved. A
supplemental preliminsry statement shell meet the requirements speci-
fiedin § 1.623, § 1.624, § 1.625, or § 1.626, but need not be filed if 2
party siates that it intends to rely on & preliminary statement previcusly
filed under § 1.621(2). After the time expires for filing any amendment
end supplemeniel preliminary statement, the examines-in-chief will, if
necessary, redeclare the interference.

(2) Afier adecision is entered on preliminary motions filed under
§ 1.633, & further motion under § 1.633 will not be considered except
as provided by § 1.655(b).

(c) When a decision on eny motion under § 1.633, § 1.634, 0r §
1.635 is entered which does not result in the issuance of n order 1o
show csuse under peregraph (d) of this section, & party may file &
request for reconsiderstion within 14 dsys afier the dste of the decision.
The filing of arequest for reconsideration will not stay any time period
set by the decision. The request for reconsiderstion shall specify with
perticularity the points believed to have been misspprehended or
ovezlooked in rendering the decision. No epposition to e request for
reconsideration shall be filed unless requested by an examines-in-chief
or the Board. A decision of a single examiner-in-chief will not ordinar-
ily be modified unless an opposition hes been requested by an exsm-
iner-in-chief or the Board. The request for reconsideration shall be
acted on by & panel of the Board consisting of &t Jeast three examiners-
in-chief, one of whom will normelly be the exeminer-in-chief who

(d) An exeminer-in-chief may issue an order to show cause why
Judgment should not be entered aguinst & party when:

(1) A decision on & motion is entered which is digpositive of the
interference sgainst the party &s 1o eny count;

(2) The paty iz & junioz party who fails to file & preliminary
statement; of

(3) The party is a junior party whose preliminary statement fails
to ovezcome the eeslier of the filing date or effective filing date of
snother party. ‘

(e) When an order to show cause is issued under parsgreph (€) of

this section, the Board shall enter & judgment in sccordance with the

order unlegs, within 20 days efter the date of the order, the party sgainst
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whom the order issued files & paper which chows good cause why
Jjudgment chould not beentered in accordance with the order. Any other
party mey file & response to the paper within 20 days of the dste of
serviceof the paper. If the pasty sgainst whom the order was issued fails
to show good cause, the Board shall enter judgment ageinst the party.
If aparty wishes to take testimony inresponse to sn order to show cause,
the party’s response should be accompanied by & motion (§ 1.635) re-
questing the testimony period. See § 1.651(c)4).

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR

23124, May 31, 1985]
Under>37CFR< 1.640, an examiner-in-chief will decide all

motions. A hearing (in person or by telephone) may be heidon -

2 motion in the discretion of an examiner-in-chief. Where
appropriate, an examiner-in-chief may consult with an exam-
iner on a question of patentability which arises in the first
instance in the interference. For example, a party may allege
unpatentability over a reference not previously considered, or
may atiempt to add a count drawn to subject matter which was
not previously examined. Consultation will not be necessary
where .the examiner had already ruled on the patentability
question which comes before the examiner-in-chief or the
Board.

The extent of the consultation will be determined by the ex-
aminer-in-chief; the examiner may be consulted merely on one
point of patentability, or may be asked to conduct a search of
newly-presented counts or claims. The consultation may be
informal, as by & telephone call, or may be by a more formal
written memorandum to the examiner.

It should be noted that nothing in >37 CFR< 1.640 author-
izeg conferences between examiners-in-chief and examinerg in
expaneappealsmm%usc 134 from an adverse decision
of an examiner.

Inrendering a decision, the examiner-in-chief is not limited
to granting or denying a motion, but is also empowered to “take
such other action which will secure the just, speedy, and
inexpensive determination of the interference.” 37CFR 1.640(b).

A party isentitledtorequestreconsideration of adecisionon
a motign by a single examiner-in-chief. An opposition to a re-
quest for reconsideration may not be filed unless ordered by an
examines-in-chief or the Board, but the decision by the single
examiner-in-chief will not noemally be modified unless an
opposition has been requested. The request for reconsideration
will be acted on by a panel of the Board consisting of at least
theee examiners-in-chief, one of whom will normally be the
examiner-in-chief who decided the motion. It is believed that
parties in intesference cases will feel that their requests for
reconsideration are being more fully considered if more than
one peeson considers their request. The two additional examin-
ers-in-chief can consult with the exgminer-in-chief most famil-
iar with the case, but can control the decision on reconsideration
by & majority vote. Use of the examiner-in-chief who decided
the motion and two additional examiners-in-chief (1) mini-
mizeg delay which would occurif three new examiners-in-chief
were used who were unfamiliar with the record and (2) mini-
mizes the possibility that reversible error occurred if only the
examines-in-chief who decided the motion also individually
decided the request for reconsideration.
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Afier the decision on motion is rendered, the interference
may take anumber of different courses. If amotion for judgment
is granted, the examiner-in-chief will issue an order to show
cause-against the party or parties to whom the motion applies.
Judgment will be entered against the party or parties by the
Board if they do not respond to the order. If a motion for
judgment is not granted an order to show cause will be issued
against the junior party who did not file a preliminary statement,
or whose statement fails to overcome another party’s effective -
filing date; otherwise, the interference proceeds tothe testimony
stage.

The former rules (37 CER 1.231(d)) provided that a request
for reconsideration of a decision on >37 CFR< 1.231 motions
would not be entertained; however, a party could petition the
Commissioner under 37 CFR 1.244 for the exercise of supervi-
sory authority with respect to the motion decision. The revised
rules effectively reverse this arrangement by providing that a
party may request that the Board reconsider an examiner-in-
chief’s decision on any motion, except a decision granting a
motion for judgment (37 CFR 1.640(c)). On the other hand, the
ability to petition 8 decision on motion is sharply curtailed by the
provisionof 37 CFR 1.644(a)(2) that petitions seeking toinvoke
the supervisory authority of the Commissioner may not be filed
prior to & decision by the Board awarding judgment.

2341 Unpatentability Discovered [R-2]

37 CFR 1.641 Unpatercability discovered by examiner-in-chigf.

During the pendency of en interference, if the examines-in-chisf
becomes awere of e resson why & claim corresponding to 8 count may
not be patenteble, the exeminer-in-chief mey notify the parties of the
reason end set & time within which each party may present its views.
After considezing eny timely filed views, the exsmines-in-chief shall
decide how the interference chall proceed.

[49 FR 48416, Dec. 12, 1984, edded effective Feb. 11, 1985)

If the examiner, while the interference is pending, discovers
a reference or other reason which he or she believes would
render one or more of the parties’ claims corresponding to the
count(s) unpatentable, the reference or other reason should be
brought to the attention of the examines-in-chiefin charge of the
interference. The examiner-in-chief will determine what action,
if any, should be taken in the interference.

2342 Addition to Interference [R-9]

37 CFR 1.662 Addition of application or patens to interference.
Duging the pendency of en interfevence, if the exeminer-in-chief
becomes swere of en epplicetion or & petent not involved in the
intezference which cleims the seme patenigble invention o5  coont in
the intezference, the examines-in-chief may add te epplication or
patent to the interference on such terms es mey be feir to ell pasties.
{49 FR 48416, Dec. 12, 1984, edded effective Feb. 11, 1985)

»37 CFR< 1.642 permits an examiner-in-chief to add a
newly discovered patent, as well as newly discovered applica-
tions, to an interference since 35 U.S.C. 135(s) authorizes
interferences between applications and patents.
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EXAMINER DISCOVERS ANOTHER APPLICATION OR
PATENT DURING INTERFERENCE

If, during the pendency of an intetference, the examiner dis- |

covers another application or patent claiming subject matier
which is the same as, or not patentably distinct from, the
invention defined in a count of the interference, the examiner
should bring the application or patent to the attention of the
examiner-in-chief in charge of the interference. The examiner-
in-chief will determine what action, if any, should be taken in

. the interference.

If the application in question is for reissue of a patent
involved in the interference, see MPEP § 2360,

2343 Prosecution by Assignee [R-2]

37 CFR 1.643 Prosecution of interference by assignes,

(e) Anassignee of record in the Patent and Trademark Office of the
entive interest in en applicetion or patent invelved in en interference is
enitled 1o conduct prosecution of the interference to the exclusion of

" the inventor.

(b) An sssignee of & pest interest in en epplication or patent
invelved in an interference may file & motion (§ 1.635) for entry of an
order suthorizing it to prosecute the interfezrence. The motion shall
show (1) the inebility or refusel of the inventor to prosecuie the
interfesence or (2) other cause why the ends of justice require that the
assignee of & pert interest be permitted to prosecute the interference.
The exeminer-in-chief may allow the sssignee of & pat intesest 1o
prosecute the interference upon such terms as mey be epprogriate.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985]

2344 Petitions [R-9)

37 CFR 1.644 Pesitions in interferences.

(s) Thereisno sppeal to the Commissioner in an interference from
e decision of en exsminer-in-chief or 8 penel consisting of more then
onie exeminer-in-chief. The Commissioner will not congider a petition
in en interference unless:

(1) The petition is from 8 decision of an examiner-in-chiefor &
panel and the exeminer-in-chief or the panel shall be of the opinion (i)
that the decision involves a controlling question of procedure or an
interpretation of & rule to which there is & substantial ground for a
difference of opinion and (ii) thet en immediste decision on petition by
the Comsissioner may materislly sdvance the ultimate termination of
the interference;

(2) The petition seeks to invoke the supervisory suthority of the
Commissioner end is not filed prior o the decision of the Board
swarding judgment and does not relate to (i) the merits of priority of
invention or patentability or (i) the admissibility of evidence under the
Federal Rules of Evidence; or

(3) The petition seeks relief under § 1.183.

(b) A peritionunder paragraph (a)(1) of this section filed more than
15 days sfier the date of the decision of the examiner-in-chief or the
panel may be dismissed 25 untimely, A petition under paragraph (2)(2)
of this section shallnot be filed prior to decision by the Boerd awsazding
Jjudgment. Any petition under paragraph (a)(3) of this section shall be
timely if it is made as pext of, or simultsneously with, 8 proper motion
under § 1.633, § 1.634, or § 1.635, Any oppotition to & petition shall be
filed within 15 days of the date of sezvice of the petition.

{c) The filing of & petition shall not stey the proceeding uniess &
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stay is granied in the discretion of the examiner-in-chief, the panel, or

(d) Any petition must contain a statement of the facts involved end
the point or points to be reviewed end the action requested. Briefs or
memorands, if any, in suppon of the petition or opposition shall
accompany or be embodied therein, The petition will be decided on the
basis of the record made before the examiner-in-chief or the panel and
no new evidence will be considered by the Commissioner in deciding
the petition. Copies of documents glresdy of record in the interference
shall not be submitted with the petition or opposition.

(e) Any petition under peregreph (s) of this section shall be sccom-
penied by the petition fee set forth in § 1.17(h).

(f) Any request for reconsideration of a decision by the Commis-
sioner shall be filed within 15 days of the decisionnfthe Commissioner
and must be sccompenied by the fee set forth in § 1.17(h). No
opposition 1o & request for reconsideration ghall be filed unless re-
quested by the Commissioner. The decision will not ordinerily be
medified unless such en opposition has been requested by the Commis-
sioner. .

(g) Wherereasonsbly possible, service of any petition, opposition,
or request for reconsideration shall be such that delivery is accom-
plished within one working day. Service by hand or “Express Meil”

(h) Anoral hesring on the petition will not be granted except when
considered necessery by the Commissiones,

(i) The Commissioner mey delegate to eppropriate Patent and
Trademark Office employess the determination of petitions under this
section.

{49 FR 48416, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985]

Under 37 CFR 1.644, petitions to the Commissioner are
authorized in interference cases under certain restricted condi-
tions. Petitions in interferences have in the past been the source
of substantial delay. 37 CFR 1.644 attempts to minimize those
delays. 37 CFR 1.644 authorizes a petition to the Commissioner
from a decision of an examiner-in-chief or a panel when the
examiner-in-chief or the panel ghall be of the opinion (1) thatthe
decision involves a controlling question of procedure or an
intespretation of a rule as to which there is a substantial ground
foradifference of opinion and (2) that an immediate decision on
petition would materially advance the ultimate termination of
the interference. The standard isintended to be analogoustothat
of adistrict court certifying a question to acourtof appealsunder
28U.S.C. 1292(b). A petition can be filed seeking to invoke the
supervisory authority of the Commissioner, However, the peti-
tion cannot be filed prior to entry of judgment and cannot relate

‘to the mezits of priority or patentability or the admissibility of

evidence under the Federal Rules of Evidence. A petition may
algo befiled seeking waiver of arule. A fee asset forthin 37 CFR
1.17(h) is charged for each petition and for each request for re-
consideration of a decision on petition. Any petition can be
decided on the record made before the examiner-in-chief or the
Board and additional evidence cannot be submitted with the
petition. An opposition cannot be filed unless ordered by the
Commissioner. Where reasonably possible, sesvice of apetition
must be such that delivery is accomplished within one day.
Service by hand or “Express Mail” complies with this reguire-
ment.

When a PTO employee is granted authority to decide a
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petition under 37 CFR 1.644(i) in an interference case, the
employee will not be the examiner-in-chief handling the inter-
ference or an employee on a panel of the Board deciding the
wetition. It is expected that an employee deciding a petition by
delegation of authority will be one who could exercise inde-
pendent judgment on the petition bearing in mind that a petition
will be decided on the record made before the examiner-in-chief
or the panel. In connection with this later point, findings of fact
by an examines-in-chief or the Board will be presumed to be
correct unless shown to be clearly emoneous. Discretionary
action by an examiner-in-chief or the Board will not be over-
turned unless it is shown that an abuse of discretion occurred.

A petition under 37 CFR 1.644(a)(2) cannot be filed until
afier the Board has entered judgment and the petition cannot
relate to the merits of priority of invention or pateniability or a
question of whether evidence is admissible under Federal Rules
of Evidence.

The provisions of 37 CFR 1.644(g) apply only to petitions
filed under 37 CFR 1.644; those provisions do not apply o
oppositions under 37 CFR 1.638.

The CCPA has stated that, “in pesforming his duties, the
Commissioner cannot usurp the functions or impinge upon the
jurisdiction of the Board . . . established by 35 US.C. 135." In
re Dickinson, 299 F.2d 954, 958, 133 USPQ 39, 43 (CCPA
1962). See also Myers v. Feigelman, supra, 455 F.2d at 599, n.
8, 172 USPQ at 583 n. 8. However, it is also wue that the
Commissioner “shall superintend or pesform all duties required
by law respecting the granting of patents. . . ." 35 US.C. 6;
Kingsland v. Carter Carburetor Corp., 83 U.S. App.D.C. 266,
168F.2d 565,771 USPQ499 (D.C. Cir. 1948); Inre Staeger, 189
USPQ 284, 285 n. 2 (Comm’z. Pat. 1974). The Commissioner,
subject to approval of the Secretary of Commerce, establishes
the procedure by which the examiner-in-chief and the Board
will consider interference cases. 35U.S.C. 6. Seealso35U.S.C.
23 relating to affidavits and depositions.

Undez the rules, the Commissioner will not detesmine on
petition either “priority of invention” or “patentability.” See 37
CFR 1.644(a)(2). Likewise, the Commissioner will not consider
whether evidence should have been admitted or excluded under
the Federal Rules of Evidence. The PTO believes that the
Federal courts, which routinely rule on admissibility under the
Federal Rules, are in a better position to determine whether the
Board propesly interpreted the Fedesal Rules of Evidence.

While the Commissioner will not decide “priority of inven-
tion” or “patentability” under 35 U.S.C. 135(a), it does not
follow that the Commissioner is precluded from intespreting
PTO rules on procedural matiers, including procedural matters
related to the admissibility of evidence on some basis other than
the Federal Rules of Evidence, e.g., whether a party has com-
plied with 8 PTO rule such as 37 CFR 1.671(c) (procedure for
relying on affidavits) or 37 CFR 1.671(g) (permission required
for obtaining evidence by subpoena).

2345 Extension of Time [R-13]

37 CFR 1.64S Extension of time, late papers, stay of proceedings.
(a) **>Exceptio entend the time for filing anotice of appeal o the
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U.S. Count of Appesls for the Federal Circuit or for commencing acivil
sction, e< party may file a motion (§ 1.635) seeking en extension of
tirne to take action in en interfezence>. See § 1.304(s) for extensions of
time for filing< & notice of appeal **>to the U.S. Court of Appeals for
the Federal Circuitor for commencing a civil action.< The motion shall
be filed within sufficient time to scmelly reach the examiner-in-chief
before expiretion of the time for taking ection®®. A moving perty
should not essume that the motion will be granted even if there is no
objection by any other party. The motion will be denied unless the
moving party shows good cause why an extension should be grented.
The press of other business arising after an examiner-in-chief sets 2
time for taking ection will not normally constitute good cause. A
motion seeking sdditionsl time to take testimony becsuse & pisty hes
not been able to procure the tzstimony of & witness shal! set forth the
name of the witngss, any steps teken 1o procure the testimony of the
witness, the dates on which the steps were taken, and the fects expected
to be proved through the witness.

(b) Any paper belatedly filed will not be considered except upon
motion (§ 1.635) which shows sufficient cause why the paper was not
timely filed. >Ses § 1.304(s) for exclusive procedures relsting to
beluted filing of e natice of appesl to the U.S. Court of Appeals for the
Federal Civenit or belated commencement of a civil action.<

(c¢) The provisions of § 1.136 do not apply o time periods in
inteeferences.

{8) In en appropriste ¢ircumstence, sn examiner-in-chief may stay
proceedings in en interference.

37 CFR 1.645 permits a party to file a motion to seek an
extengion of time to take action in an interference *°. The
motion must be filed within sufficient ime to actually reach en
examiner-in-chief prior to expiration of the time for taking
action. Under 37 CFR 1.645, amoving party cannot assume that
a motion for extension of time will be granted. Under 37 CFR
1.610(d)(6), a request for an extengion of time can be made
orally and an appropriate order will then be entered thus elimi-
nsating considerable paper work. The order will be the writien
record of the request and decision. See 37 CFR 1.2, Extensions
of time have in the past caused numerous delays in interference
cases. Under previous interference practice, some delays were
caused because atorneys and agents on many occasions, unex-
pectedly received orders setting times. Under the revised prac-
tice, attorneys and agents can expect times to be set for filing
preliminary statements, preliminary motions, motions for addi-
tional discovery, testimony, and briefs after a conference call. It
isexpected that use of conference calls will permit an examines-
in-chief and attorneys or agents for parties to seta time schedule
which is mutually satisfactory. A motion to extend time will not
be granied unless a pasty shows good cause. The use of confer-
ence calls will gilow schedules to be set before orders setting
times are entered and therefore the press of other business which
arises after the examines-in-chief and attomeys and agents
agree to times will not normally be considered good cause.

37 CFR 1.645(a) specifies the procedure to be used when a
written motion is filed. It should be noted that an examiner-in-
chief may require 8 written motion notwithstanding a confer-
ence call.

When counsel and an examiner-in-chief agree to a schedule
and times are set, the parties are expecied to adhere to the
schedule unless there are unusual circumstances. Apart from
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work that counsel may have in an interference, an examiner-in-
chief has a docket and must manage not only the interference
involving counsel, but numerous other interferences. The U.S.
Court of Appeals for the Federal Circuit recently said the
- following in Rosemount Inc. v. Beckman Instruments, Inc., 727
F.2d 1540, 1549 - 1550, 221 USPQ 1, 10 (Fed. Cir. 1984):
“The conduct of a tria), granting of continzences and the like,
is not, however, solely or entirely a matier of belancing conven-
iences of the perdes. The Federel Rules of Civil Procedure recog-
nize another consideration - the need for the exercise of discretion
by the trial court in carrying out its duty of menaging the judicial
process, the business of the court, and the sdministration of
justice.”

However, the rules recognize the need for the exercise of
discretion of an examiner-in-chief in carrying out his or her duty
of managing the interference (37 CFR 1.610), thebusiness of the
PTO(37CFR 1.610), and the administration of justice (37 CFR
1.610).

>Extensions of time to seek judicial review of a decision of
the Board are determined by the Commissioner, under the

_ provisions of 37 CFR 1.304(a). See MPEP § 1216.<

2346 Service of Papers [R-2}

37 CFR 1646 Service of papers, proof of service.

(2) A copy of every peper filed in the Patent end Trademenk Office
in sn intezference or en epplication or patent involved in the interfes-
ence ghall be sexved upon all other pesties except:

(1) Preliminary statements when filed under § 1.621; preliminasy
statements shall be sezved when service is ondered by en exemines-in-
chief,
(2) Certified manscripis end exhibits which eccompany the tran-
scxipts filed under §§ 1.676 or 1.684; copies of wanscripts shall be
sesved as part of 8 party’s record wnder § 1.653(c).

(b) Service jhail be on en atiomey or agent for 8 party. If there is
no eilemey or egent for the pasty, sezvice shall be on the party. An
exsminer-in-chief mey order edditionsl service or waive service where

(c) Unless otherwise ordered by en examinez-in-chief, orexcept as
_ otherwise provided by this subpart, service of a paper shall be made as
follows:

(1) By handing s copy of the paper to the person served.

(2) By lesving acopy of the paper with someone emiployed by the
person at the person’s usual place of business,

(3) When the person served hes no usual plece of business, by
lesving 8 copy of the peper ¢ the person’s residence with someone of
suitable age end discretion then residing thegein.

(4) Bymailing e copy of the paper by first cless mail; when service
iz by mail the date of mailing is regarded as the date of sezvice,

(5) When itis shown to the satisfaction of en exeminer-in-chief
thet none of the above methods of obteining or sesving the copy of the
paper was successful, the examiner-in-chief may crder service by
publication of en eppropriate notice in the Official Gazette.

(d) An exeminer-in-chief may order that s paper be served by hand
or “Express Mail”,

(e) Proof of service must be made before a paper will be considered
in en interference. Proof of service may eppesr on or be affined o the
paper. Proof of service shell include the date end manner of service, In
the case of personal sepvice under paragraphs (c)(1) Guough (c)(3) of
this section, proof of service shall include the names of sny person
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served end the person who made the service. Proof of service may be
made by sn scknowledgment of service by or on behalf of the person
served ore statement signed by the party or the party s ettorney or sgent
containing the information required by this section. A statement of an

*  attorney of sgent attached to, or sppeszing in, the paper stating the date

end manner of service will be accepted g8 prima facie proof of service.
[49 ER 48416, Dec. 12, 1984, added effective Feb. 11,1985; SOFR
23124, My 31, 1985}

2347 Translations [R-2]

37 CER 1.647 Translasion of document in foreign language.

Whens party relieson s document in 8 languageother then English,
& trensigtion of the document into English end an affidavit attesting to
the eccuracy of the trensletion shall be filed with the document.

{49 FR 48416, Dec. 12, 1984, edded effective Feb. 11, 1985)

Under 37 CFR 1.647, when a party relies on a document in
anon-English language, an English language translation of the
document and an affidavit attesting to the accuracy of the
translation will be required. The rule applies to any document,
including evidence submitted with motions, foreign applica-
tions for which a party seeks benefit, testimony and exhibits
introduced in evidence during testimony.

2351 Times for Discovery and Testimony {R-2]

37CFR 1.65] Setting timesfor discovery and taking tesiimony , parties
ensitled to take testimony.

(a) Ateneppropristestage in an interference, &n examiner-in-chief
ghall set (1) & time for filing motions (§ 1.635) for edditional discovery
under § 1.687(c) end (2) westimony periods for teking eny necessary
testinony.

(b) Whese eppropriste, testimony periods will be set to permit &

to:
(1) Present its case-in-chief and/or case-in-rebuital endfor

(2) Cross-examine an opponent’s cese-in-chief and/or a cage-in-
rebuttel,

(c) A perty is not entitled to take testimony o present a case-in-
chief unless:

(1) The examiner-in-chief orders the teking of testimony under §
1.639%(c); ‘

(2) The perty slleges in its preliminary statement e date of
invention prior to the earlier of the filing date or effective filing dste of
the senior party;

(3) Aestimony period has besn setto permit sn 6pponent to prove
edsteof invention prior to the easlicr of the filing date oreffective filing
dste of the party and the pasty has filed e preliminary statement elleging
& date of invention prior to that date; or

4) A motion (§ 1.635) is filed showing good cause why a
tzstismony period should be set.

(@) Testimony ghall be taken during the testimony periods set
under persgreph (e) of this section.

{49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985}

Under 37 CFR 1.651, after a decision is entered on prelimi-
nary motions, an examiner-in-chief sets times for filing motions
for additional discovery and for taking testimony. Any motion
for additional discovery will be to obtain answers to interroga-
tories, requests for admissions, and documents and things
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necessary for a party to prepare its case-in-chief.

2352 Judgment for Failure To Take Testimony or
File Record [R-2}

37 CFR 1652 Judgment for failure to take testimony or file vecord.
If s junior perty feils to timely take testimony suthorized under §
1.651, or file & record under § 1.653(c), an examines-in-chief, with or
without amotion (§ 1.635) by another party, mey issuean orderto show
cause why judgment should not be entered against the junior party.
When gn order is issued under this section, the Boerd shall enter
judgment in sccordance with the order unless, within 13 days efter the
date of the order, the junior perty files a paper which shows good ceuse
why judgment should not be entered in sccordsnce with the order. Any
other pasty misy file e response to the paper within 15 days of the date
of sexvice of the paper. If the perty ageinst whom the order was issued
fails to show good cause, the Board shall enter judgment against the

[49 FR 48416, Dec. 12, 1984, added effective Feb, 11, 1985]
2353 Records and Exhibits [R-9]

37 CFR 1653 Record and exhibis.

(e) Testimony shall consist of affidavits under § 1.672 (b) and (e),
transcripts of depositions under §§ 1.672 (b) and (), egreed statementis
of fact under § 1.672(f), and transcripts of interrogatories, cross-
interrogetories, end recorded enswezs under § 1.684(c).

{b) An affidavit chall be filed ez set forthin § 1.672 (b) ez (). A

cestified wanscript of & deposition including e deposition cross-exam- .

ining an affient, shall be filed a8 set forth in § 1.676. An original agreed
statement shall be filed s set forth in § 1.672(f). A wanscript of
intesvogatories, crose-inteerogatories, end recorded snswers shall be
filed as set forth under § 1.684(c).

(¢} In edditionio theitems specified in pezagreph (b) of this section
and within s time sot by en exemines-in-chief each party shall file three
copies end serve one copy of 8 record consisting of;

(1) Anindex of the nemes of each witness giving the pages of the
. record wheze the direct testimony and cross-examinsiion of esch

(2} An index of exhibits briefly describing the nature of each
exhibit énd giving the page of the record where each exhibit is first
identified and offered into evidence,

(3) The count or counts.

(4) Eech (i) affidavit, (if) wanscript, including wanscripts ofcmu-
esamination of any sffient, (iii) egreed statement relied upon by the
perty, and (iv) trasmeript of interrogatories, cross-interrogatories, and
recorded snswers filed under peragraph (b) of this section.

(5) Bachnotice, officisl secord, and publicationreliedupon by the
party and filed under § 1.682(a).

(6) Any evidence from another interference, proceeding, oraction
relied upon by the party under § 1.683,

(7) Esach request for en edmiseion end the edmission and each
written inteerogatory and tie answer upon which e pasty intends torely
under § 1.688.

(d) The pages of the record shall be consecutively numbered.

(e) The neme of each witness shall sppear at the 1op of each page
of each affidavit or anscript.

(0} Thie record may be typewritten or printed.

(g) When the record is printed, it may be produced by standard
typogrephical printing or by any process capable of producing e cleer
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bleck permenent image. All printed matter except on covers must
sppesr in at least 11 point type on opague, unglazed paper. Merging
must be justiied. Footnotes may not be printed in type smaller than 9
point. The pagesizeshall be 8 1/2 by 11 inches (21.8 by 27.9 em.) with
type matter 6 1/2 by 9 1/2 inches (16.5 by 24.1 cm.). The record ghall
be bound to lis flet when open.

(h) When the record is typewritten, it must be clearly legible on
opeque, unglezed, durable peper epproximately 8 1/2 by 11 inches
(21.8 by 27.9 cm.) in size (letter size). Typing shell be double-spaced
on one side of the paper in not smalier then pica-type with e mazgin of
11/2(3.8 cri) on the left-hand side of the page, The pages of thevecond
ghall be baund with covers st their lefi edges in such menner to lie flat
when open in one or more volumes of convenient size (spproximately
100 pages per volune is suggested). Multigraphed or otherwise repro-
dueed copies conforming o the siandards specified in vhis paragraph
may be accepted.

(i) Esch party ehall file itz exhibits with the record specified in
paragraph (c) of this section. One copy of each documentary exhibit
shall be served, Documentary exhibits shall be filed in an envelope or
folder end shall not be bound as part of the record. Physical exhibits, if
not filed by un officer under § 1.676(d), shell be filed with the recced.
Esch exhibit shall contain & lebel which identifies the party submiiting
the exhibit end en exhibit number, the style of the interference (e.g.,
Jonesv. Smith), and the interferencenumbes, Where possible, ths label
should sppese ot the bottom vight-hand comer of each documentary
exhibit. Uponterminationof eninterference, &n exemines-in-chisfmay
return en exhibit (o the pexty filing the exhibit. When any exhibit is
returned, the exeminer-in-chief shall enter an sppropriete order indi-
caing that the exhibit hes been returned.

() Any testimony, record, or exhibit which does not comply with
this section may be retuzned under § 1.618(a).

[49 FR 48465, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, Mey 31, 1985]

37 CFR 1.653 sets out what shall be in the record to be
congidered by the Board at final hearing, The record continues
o be printed or typed on paper § 1/2 inches by 11 inches in size,
Accordingly, whena party filesan affidavit, the party shovld use
8 1/2 by 11 inch paper for the affidavit.

2384 Final Hearing [R-9}

37 CFR 1654 Final hearing.

(a) Atean appropriete stage of the intesference, the parties will be
given an opporiunity to sppesr before the Bowd o present oral
ergument ot & fingl heszing. An examiner-in-chief shall set o date and
time for finel heering, Unless otherwise ordered by en exemines-in-
chief or the Board, esch pasty will be entitled © no more then 60
minutes of oral argument at final hearing,

(b} The opening ergument of & junior pasty shell includs e feir
statement of the junios party’s case and the junior pasty®s position with
respactto the casepresented onbehalf of any other party. A juniorpesty
fnay seserve a portion of its time for rebuttal,

(c) A perty shall not be entitled to argue that en opponent
shendoned, suppressed, or concesled mn sctual reduciion o prectice
unless @ notice under § 1.632 was timely filed,

(@) After final hearing, the interference shalibe taken under advise-
ment by the Board, No further paper shall be filed except under §
1.658(5) or a8 authorized by en examiner-in-chief or the Board, Wo
sdditional oral argument shall be hed unless czdered by the Board,

{49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985}
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37 CFR 1.654 continues the practice of holding & final
hearing where oral argument may be presented by all parties. No
fee is charged for appearing at oral argument at final hearing in
an interference.

2358 Final Decision, Matters Considered [R-9]

37 CFR 1.655 Matters considered in rendering a final decision.

(a) In rendering & fine) decision, the Board muy consider any

properly reised issue including (1) priority of invention, (2) derivation

. by an opponent from a perty who filed & preliminary statement under
§1.625, (3) patentability of the invention, (4) admisgibility of evidence,
(5) any interlocutory matter deferred to final heering, and (6) any other
matter necessery to resolve the interference, The Boerd may elso
consider whether any interlocutory onder wus manifesily erroneous or
en abuge of discretion. All interlocutory orders shall be presumed o
have been correct end the burden of showing manifest ervor or ean ebuse
of discretion shall be on the perty attacking the order.

(b) A party shell not be entitled to reise for consideration et final
heszing & matter which properly could have been raised by & motion

.under §§ 1.633 or 1.634 unless (1) the motion was properly filed, (2)
the matter was properly raised by e pasty in an opposition to & motion
under §§ 1.633 or 1.634 and the motion was granted over the opposi-
tion, or (3) the party shows good ceuge why the issue wes not timely
reised by motion or opposition.

(c) To preventmenifest injustice, the Board may consides an issue
even though it would niot otherwise be entitled to consideration undes
this section.

[49 FR 48466, Dec. 12, 1984, eddad effective Feb. 11, 1985]

37CFR 1.655 specifies the matters which can be considered
inrendering a final decision. Patentability isan issue which may
be raised. The Board can algo consider whether any inteslocu.
tory order was manifestly esroneous or an abuse of discretion,
although any interlocutory order will be presumed to be correct
and the burder of showing error shall be on the pasty atiacking
the order. This last procedural provision permits the Board to
coerect any manifest esror before a party seeks judicial review
of an interlocutory order along with judicial review of the

.Board’s final decision,

Patentability will initially be determined by a single exam-
iner-in-chief, See 37 CFR 1.610(s) and 1.640(b). If the exam-
iner-in-chief determines that a claim of @ party is unpatentable
to that party, an order to show cause why judgment should not
be entered as (o that claim will be issued to that party. See 37
CFR 1.640(d). If a response to the order o show cause is filed,
a decision will be entered by the Board, See 37 CFR 1.610(a)
and 1.640(e). If the Board determines that the claim is not
patentable (o the party, & fina! decigion and judgment will be
entered holding the claim to be unpatentable, Review of the final
decisionand judgmentis by judicial review under35U.S.C. 141
or 146, It should be noted, however, that if there are other claims
in the party's application or patent which are deemed to be
patentable, an inteslocutory order will be eatered holding only
that certain claims are unpatentable, A final oeder holding those
claims unpatentable will be entered afier final hearing on other
issues, Such a practice will avoid piecemeal judicial review.,
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2356 Briefs for Final Hearing [R-9]

37 CER 1.656 Briefs for final hearing.
(a) Each perty shall be entitled to file briefs for finel hearing. The

examiner-in-chief shall detesmine the briefs neaded and shell get the

time and order for filing briefs.,

(b) The opening brief of & junior party shall contein under appro-
riete headings end in the order indicated:

(1) A uble of contents, with page references, and s teble of cases
(elphsbetically erranged), statutes, and other suthorities cited, with
references to the pages of the brief whege they aze cited.

(2) A statement of the issues presented for decision in the inter-
ference.

(3) A siatement of the fects relevant to the issues presented for
decision with sppropriste references to the record,

(4) An srgumnent, which mey be preceded by & summary, which
shall contain the contentions of the party with respect to the issues to
be decided, snd the reasons therefor, with citations to the cases,
statutes, other authorities, and parts of the vecord relied on.

(5) A short conclusion stating the precise relief requested.

(6) An appendix containing & copy of the counts.

(c) The opening brief of the senior party shall conform to the
requirements of paragreph (b) of this eection except:

(1) A& sistement of the issues end of the facts need not be made
unless the party is dissatisfied with the siatement in the opening brief
of the junior perty end

(2) An eppendix containing & copy of the counts nzed not be
included if the copy of the counts inthe opening brief of the junior party
is correct.

(d) Briefs may be printed or typewritien. If typewritien, Jegal-size
peper may be used, The opening brief of each pasty in excess of 50
legal-size double-spaced typewritten pages or eny other brief in excess
of 25 legal-size double-spaced typewritien pages shell be printed
unless o satisfaciory veason be given why the brief ghould not be
printed. Any peinted brief shall comply with the requirements of §
1.653(g). Any typewritien trief shell comply with tha requisements of
§ 1.653(k), except legal-size paper mey be used end the binding end
covers specified are not required.

(e) An original end thres copies of each brief must be filed,

(f) Any brief which does not comnply with the requirements of this
section mey be returned under § 1.618(e).

(g) Any pasty, seperats from its opening brief, but filed concur-
rently therewith, mey file an original end thres copies of concise
proposed findinge of fect end conclusions of lew. Any proposed
findings of fect shall be supported by specific references to the record.
Any proposed conclusions of law shall be supported by citation of
eases, statvtes, or other authority, Any opposing periy, separate from
its opening or reply briof, tut filed concurrently therewith, may file s
poper eccepting or objecting 1o eny proposed findings of fect or
conelusions of law; when objecting, s reasonmust be given, The Board
may adopt the proposed findings of fact end conclusions of lew in
whole or in past,

(h) Xf 8 party wanis the Board in rendering its finel decision torule
onthe edmissibility of any evidence, the party shell file withits opening
brief en original and three copies of a motion (§ 1.635) to suppress the
evidence, The provisions of § 1.637(b) do not epply to & motion to
suppress under this peregreph. Any objection previously mads to the
admissibility of en opponent’s evidence is waived unless the motion
required by this peregreph is filsd. An originel and tires coples of e
opposition tothe motion may be filed with en opponent's opening beief
or seply brief as may be eppropriate.
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(i) When & junior party fails to timely file an opening brief, enorder
may issue requiting the junior party to show cavse why the Board
should not rest frilure to fils the brief as e concession of priority. If the
junior party feils to respond within & time period set in the order,
Jjudgment mey be entered against the junior party.
[49 FR 48466, Dec. 12, 1984, added effestive Feb, 11, 1985]

Once the parties have filed their evidentiary records, times
will be set for filing briefs, and then the case will be set for
hearing. 37 CFR 1.656isspecific as to the contents of the briefs.

In large measure, 37 CFR 1.656 follows the requirements of
Rule 28 of the Federal Rules of Appellate Procedure, An
original and three copies of a brief are required. Under 37 CFR
1.656(h), if a party wants the Board in rendering its final
decision to rule that any evidence is inadmissible, the party must
file with its opening brief an original and three copies of a
motion to suppress the evidence. Any previous objections to the
admissibility of evidence is waived unless the motion to sup-
press is filed, This procedural provision makes cleer that an
objection to the admissibility of evidence must be renewed at
final hearing and will be considered by the Board in rendering
its final decision.

If a junior party fails to timely file an opening brief, an osder
to show cause may be issued against the pasty, in accordance
with 37 CFR 1.656(f).

2387 Burden of Proof [R-2)

37 CFR 1657 Burden of procf as to date of invention,

4 vebutiable presumpiion shall enlst that, es to each count, the
inventors made their invention in the chironclogicel erder of the eamlier
of their filing dates or effeciive filing dates. The burden of proof shell
be upon & pasty who contends otherwise,

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11, 1985]

2358 Final Declion [R-13]

37 CFR 1658 Final decision,

(8) After final hearing, the Boerd ehall enter s decision resolving
the igaies vaised ot final hesring. The decision may (1) enter judgment,
in whole of in pest, (2) remend the intsrference to an exeminer-in-chief
for fissther proceedings, o (3) take fusther ection not inconsistent with
lew. A judgment as 1o e count shall state whether or not each perty is
entitled o & patent contsining the claime in the panty’s patent or
spplication which correspond to the count. When the Boerd entsrs ¢
decision ewasding judgment as 1 &l counts, the decision shell be
regarded s a finel decision.

(b Any request for seconsideretion of e decision under peragraph
(a) of this section shall be {iled witkin 14 days efier the date of the
decision. Therequest for reconsideration shall specify with pasticulas.
ity the points believed to have been misspprehended or oveslooked in
rendering the decigion. Any reply to a request for reconsideration shall
be filed within 14 days of the date of service of the request for
reconsideration, Where reasonably possible, sesvice of tharequest for
reconsideration shall be such that delivery is sccomplished by hand or
“Express Mail.” The Board shall entar & decision on the request for
reconsideration. If the Board shali be of the opinion thet the decision on
the request for reconsideration significantly modifies its original deci.
sion under parsgraph (s) of this section, the Board mey deslgnate the
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decision on the request for reconsideration as & new decision.

(c) A judgment in an interference settles o]l insues which (1) weze
raised end decided in the interference, (2) could have been properly
raised and decided in the interference by & motion under § 1.633 (a)
through (d) end (f) through (§) or § 1.634 end (3) could have been
properly raised end decided in en edditional nterference with e motion
under § 1.633(e). A losing party who could have properly moved, but
failed 1o move, under §§ 1.633 or 1.634, shall be esiopped to take ex
parteor inter partesaction in the Patent end Trademark Office after the
interference which is inconsistent with that pariy’s failure to propezly
move, except that & lesing pariy shell not be estopped with respect to
eny claims which eotrespond, or properly could have corresponded, to
& count as to which that party wes awezded e favorable judgment.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]

37 CFR 1.658(c) incorporates the guidelines set forth in the
interference rules correction notice (S0 Fed, Reg. 23122, May
31, 1988, 1059 Official Gazette 27, October 22, 1985) for the
application of the doctrine of interference estoppel under 37
CFR 1.658(c) with respect to a losing perty’s failure (o move
under 37 CFR 1.633(e) to declare an “additional interference”
between an additional application not involved in the interfer-
ence and owned by the pariy and an opponent's application oz
patent involved in the interference on & separate patentable
invention. The notice states that generally a losing party will be
estopped for feilure to move when the separate patentable
invention (subject matter) which could have been the subject of
the “additionsl intesference” was claimed (during the pendency
of the intesference) (1) in the opponent’s involved epplication or
patent or (2) in & non-involved epplication owned by the pasty
during the pendency of the interference.

Should a loging party after the tezmination of the intesfer-
ence acquire an gpplication which discloses or claims the
separate patentable invention and which could have been the
subject of the “additional interference”, estoppel would not
apply because the party did not own the application during the
pendency of the interference, The correction notice illustrates
the general applicebility of interference estoppel in certain
gituations where g loging party feils to move under 37 CFR
1.633(e) to declare an “additional interference” on a separate

patentable invention as follows:
Vinning Opponent’s  Losing Party's
Non-Invelved Application  Involved spplication
o Petent Estoppel

Claimed Claimed Yes
Disclosed Claimed Yes
Claimed Disclosed (Applicstion) Yes

(Patent) No
Disclosed Disclosed No

An invention disclosed and not claimed in @ winning
opponent’s patent would not form the basis for a count because
the patent does not contain a claim which can be designated to
cosrespond (o the count, Thus, 8 motion to declare &n additionsl
intesference under 37 CFR 1.633(e) could not have been prop-
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erly brought, and interference estoppel therefore would not
apply.

Ithas been found that a patentee involved in an interference
may file a reissue application for some other reason not contem-
plated by the rule, and for which the entry of judgment or a
motion under 37 CFR 1.633(h) would not be appropriate. For
example, the patentee might file a reissue application for the
purpose of amending claims of the patent which are directed to
an invention which is patentably distinct from the issue of the
interference and which is not disclosed by the opposing party.
* In such a situation, addition of the reissue application to the
interference would be unnecessary. 37 CFR 1.662(b) accom-
modates this third possibility by providing that, instead of filing
a motion under 37 CFR 1.633(h) to add the reissue application
to the integference, a patentee may show good cause why such
a motion would not be appropriate under the particulas circum-
stances involved.

In its final decision, the Board can (1) enter judgment, in
whole oz in past, (2) remand the interference (o an examines-in-
- chief, or (3) take further action not inconsistent with law. A
judgment as o a count will state whether or not each party is
entitled o a patent containing claims which correspond to the
count. When judgment is entered as o all counts, the decision
of the Board is considered final for the purpose of judicial
review. 37 CFR 1.658(c) defines the doctrine of interference
estoppel as it is 1o be applied in the PTO after an interference is
terminated. The definition of interference estoppel is designed
to encourage perties in interference cases (o settle as many
issues as possible in one proceeding. 37 CFR 1.658(c) creates an
estoppel both as to senior and junior parties unlike the previous
peactice (37 CFR 1.257) which limited estoppel in some in-
stances (o junior parties. An estoppel will nos apply with respect
to any claims which coerespond, or which properly could have
coeresponded, (o & count as to which the party is awarded a
favorable judgment,

Aftee the Board hias rendered a final decision in an interfer-
ence, the losing pasty may either appeal to the Coust of Appeals
. for the Fedesal Circuit, under 35 U.S.C. 141, oe filea civil action
in a United States distsict coust, under 35 U.S.C. 146, Upon the
filing of an appeal (o the Court of Appeals foe the Federal
Circuit, the opposing party may elect (o have the proceeding
conducted in a district court. In either event, the files will be
retained at the Board undl the court proceeding has terminated.
(The PTO may, but normally does not, issue the application of
8 winning party in an inteefesence involving only applicatons,
notwithstanding the filing of a civil action under 35 U.S.C. 146
by the losing pasty. See Monaco v. Watson, 210 F 24 335, 122
USPQ 564 D.C. Cis. 1959).) See >MPEP< § 1216,

2359 Board Recommendation [R-9]

37 CFR 1.639 Recommendalon.

(8) Should the Boerd beve knowledge of any ground for rejecting
any epplication claim not involved in the judgment of the interference,
it mey iacluds in its decision e recommended tejection of the claim.
Upon resumption of ex parie prosecution of the epplication, the
esaminer shall be bound by the recommaendation and shall enter and
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maintain the recommended rejection unless an amendment or showing
of facts vot previously of record is filed which, in the opinioa of the
exgminer, overcomes the recommended rejection.

(b) Should the Boerd bave knowledge of any ground for reexemi-
nation of & patent involved in the interference as to & patent cleim not
involved in the judgment of the interference, it may include in its
decision & recommendation to the Commisgiones that the patent be
reexamined. The Commissioner will determine whether resxamina.
ton will be ordered.

(¢) The Board mey meke any other recommendation to the
examiner or the Commissioner a8 may be apjropriate.

[49 FR 48467, Dec. 12, 1984, edded effective Feb. 11, 1985]

Under 37 CFR 1.659, the Board can make recomnmendations
to examiners and the Commissioner, including recommenda-
tions that application claims not involved in the interference be
rejecied and that a patent be reexamined as to patent claims not
involved in the interference.

Whean a patent is involved in an intesference each claim of
the patent will be designated to (1) correspond to a count or (2)
not correspond to a count. All claims which are ultimately
determined to correspond to a count will be “involved in the
judgment of the interference.” Inasmuch as they are involved in
the judgment of the interference, there is no need to recommend
reexamination of those claims. The cleims involved in the
interference are either patentable or unpatentable based on the
final decision of the Board. 37 CFR 1.659(b) mesely authorizes
the Board to recommend reexamination of patent claims which
(1) are not involved in the judgment and (2) for one reason or
anothes neither party saw fit tomove to designate as correspond-
ing to & count.

2360 Notice of Reexamination, Relssue, Protest,
or Litdgation [R-2)

37 CFR 1.660 Notice of ressamingsion, reissue, protest or
lisigation.

(a) When & request for resnamination of a patent involved in en
interference is filed, the patant owner shell notify the Board within 10
daye of receiving notice thet the request was filed.

(b) When en epplication for relssue is filed by a petentee involved
in en interference, the patentee shall notify the Board within 10 days of
the day the epplication for reissus is filed,

(¢) When & protest under § 1.291 is filed against an application
involved in en interference, ths applicant shall notify the Board within
106 days of recsiving notice that the protest was filed.

(@) A perty in en interfesence shell notify the Boasd prompily of
aoy lidgetion related to any petent of epplication invelved in ea
intesference, including eny civil ection commenced vnder 35 U.8.C.
146.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]

Under 37 CFR 1.660, a pasty is required o notify the Board
when the party’s patent or application becomes involved in
other PTO proceedings (reexamination, reissue, or protest) os
litigation, The requirements of 37 CFR 1.660 are designed to
keep the PTO and a party’ s opponent informed of activity which
is relevant to an intesfesence. These rules atiempt, to the extent
possible, to eliminate procedural surprise. Inssmuch as mail
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delays occur and the PTO cannot react instantaneously to every
paper filed in connection with every application or patent, the
provisions of 37 CFR 1.660 are believed belpful in preveating
surprise on the part of opponents and unnecessary work by
examiners-in-chief or the Board due to a lack of knowledge of
relevant activity which may be taking place in the PTO.

REISSUE APPLICATION FILED WHILE PATENT IS IN
INTERFERENCE

37 CFR 1.660(b) requires the patentee involved in the
interference to notify the Board of the filing of the reissue
application within 10 days of its filing date.

The reissue application may be the subject of amotion under
37CFR 1.633(h), or may have been filedunder 37 CFR 1.662(b)
for the purpose of avoiding the interference. Before taking any
action on the reissue, the primary examiner should consult the
examiner-in-chief in charge of the interference. Itis particulasly
imporiant that the reissue application not be granted without the
approval of the examiner-in-chief,

2361 Termination of Interference After
Judgment [R-14]

37 CFR 1.66] Terminaion of Interference after judgmens,

Affier a final decision is entered by the Boasd, an inter{erence is
considered tsmminated when no eppeal (35 U.S.C. 141) or ather raview
(35 U.S.C. 146) bus been or can be taken oz had.

37 CFR 1.661 sets foeth when an interference is considered
tesminated after a judgment is entered in the interference. For
the puspose of filing copies of settlement agreements under 35
US.C. 135(c), if an appeal oe civil action is not filed, the
intesference is considered terminated as of the date the time for
filing an appeal or civil action expired. 37 CFR 1.661; Tallens
v, Lamoine, 204 USPQ-1058 (Commrl’u. 1979), See also
Nelson v. Bowler, 212 USBQ 760 (Comm's Pat. 1981). If an
wpealmakentotheComtotAppeakfonheFed«alet,
the interference terminates on the date of receipt of the court’s
mandate by the Patent and Trademark Office. See MPEP §
1216.01. If a civil action is filed, and the decision of the district
coust is not appealed, the interference (erminates on the date
*sthe time for filing en appeal from< the court’s decision
sexpires. Hunter v. Beissbarth, 15 USPQ2d 1343 (Comm's.
Pat. 1990)<.

2362 Request for Entry of Adverse Judgement
(R-9]

37 CFR 1.662 Request for éntry of adverse fudgements; relssus fllsd by
pasentae.

(8) A perty may, at eay time during an intesference, request and
agree (o eniey of an sdverse judgment. The filing by en applicant or
petentes of & weitten discleimer of the invention defined by e count,
concession of peioeity or unpetentability of the subject matter of o
count, shendonment of the invention defined by & count, or ebeadon-
mant of the contest & o 8 count will be Geatsd es e reguest for entry
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of an adverss judgment ageinst the applicant or patentee as to allclaims
which correspond to the count. Abandonment of an application by an
spplicent, other than en spplicant for reissus baving a claim of the
patent sought to be reiseued involvedin the interference, will be treated
8¢ a request for entry of an edveree judgment sgains the applicant as
to all cleims corresponding to all counts. Upon the filing by a party of
8 request for entry of an edverse judgment, the Boerd mey enter
judgment against the pasty.

(b) If a patentee involved in an interference files an application for
reissus during the interference end omits all claims of the patsnt
corresponding to the counts of the interference for the purpose of
avoiding the interference, judgment may be entered against the pat-
entee, A patentes who files en applicetion for reissue other then for the
purpose of avoiding the interference shall timely filo @ preliminery
motion under § 1.633 (b) or show good causs why the motion could not
hiave beea timely filed or would not be appropriats.

(¢) The filing of a statutory disclaimer under 35 U.S.C. 253 by 2
patentes will delets eny statutorily disclaimed claims from being
involved in the interference. A statutory disclaimer will not be treated
s arequest forentry of an edverse judgment ageinst the patenise unlgss
it results in the deletion of ell patent claims comesponding to & count.

[49 FR 48467, Dec. 12, 1984, added effective Feb, 11, 198S; pasa.
(b) amended June 23, 1988, 53 FR 23738, effective Sept. 12, 1988]

37 CFR 1.662 provides that a party may request that an
adverse judgment be entered. The section also provides that
when a written disclaimer (not a statutory disclaimer), conces-
sion of priority or unpatentability, abandonment of the invea-
tion, abandonment of the application, or abandonment of the
contest is filed, the disclaimer, concession, or abandonment will
be treated as a request for entry of an adverse judgment. 37CFR
1.622(b) provides that when a patentee files a reissue applica-
tion and omits all claims of a patent corresponding to the counts
of an interference foe the purpose of avolding ihe intesference,
judgment will be entered against the patentee. If the relssue
application is not filed for the purpose of avoiding the intesfer-
ence, the patentee musteither file a dmely motion under 37 CFR
1.633(b) to add it w the interference, or show good cause (1)
why the motion could not bave been imely filed or (2) why such
& motion would not be appeopriate. Addition of the reissue

application to the interference might not be appropriate, for

example, if the reissue application was filed for the purpose 0s
amending claims which ase directed to an invention patentably

distinct from the issue of the interference and not disclosed by
the oppoeing pasty. Under 37 CFR 1.622(c), the filing of 2
statucory disclaimer will not be treated a8 a request for entry of
an adverse judgment unless all patent claims cosresponding o
a countare disclaimed. Under 37 CFR 1.662(d), if afier entry of
& judgment or after filing of a statutory disclaimer no intesfes-
ence exists, the interference will be terminated as 1o any pasty
against whom judgment has not been entered and any further
prosecution of any application involved in the interfesence will
be ex parie before the examines,

When some of the patent claima corregponding to acount ase
disclaimed, the interference proceeds on the basis of the remain-
ing claims which correspond (o the count. If all patent claims
corresponding 0 a count are disclalmed, judgment will be
entered, The third sentence of 37 CFR 1.662(a) does not apply
to an application which is not Involved lo en intesfesence. If an
applicant files & continuation-in-part application and success-
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fully moves (37 CFR 1.633(d)) to substitute the continuation-in-
part for the application involved in the interference, abandon-
ment of the application originally involved in the interference
would have no bearing ob the interference.

2363 Action After Interference [R-14]}

37 CFR 1.664 Action after interference.

(2) Afierterminationof an interference, the examiner will promptly
teke such action in any epplication previously involved in the interfer-
- ence & may be necesoary. Unless entszed by order of en examiner-in-
chief, amendments prezented during the interfezence shall not be
entesed, but may be subzequently presesited by the epplicant subject to
the provigsions of this subpast provided prosscution of the applicetion
is niot otherwise closed.

(b) After judgement, the epplication of eny pesty may be beld
subjest to fusther examination, iacluding an interference with another
application.

{49 FR 48467, Dee. 12, 1984, 50 FR 23124, May 31, 1988, edded
effective Feb. 11, 1985])

The files are not returned (o the examining group until after
termination of the interference. Jurisdiction of the examiner is
automatically restored with the return of the files, and the cases
of all pasties are subject (0 such ex parte action as their respec-
tive conditions may require, The date when the priocity decision
becomes final does not mark the beginning of a statutory period
foe response by the applicant, See Ex parte Peterson, >49 USPQ
119,€1941 C.D, 8 *>(Comm’r Pat. 1941)<,

The action to be taken by the examiner following erming-
tion of the interference depends upon bow the interference was
terminated, and in some instances, the basis of the termination.
All interfesences conducted under rules 37 CFR 1.601 - 1,688
will be terminated by judgment,

When the files are returmned (o the examining group after
termination Cf the interference, the primary examiner is re-
quired to make an entry on the index in the interference file on
the next vacant line that the decision has been noted, such as by
. the words “Decision Noted” and the primary examines's ini-
tials. The interference file is then returned to the Service Branch
of the Board when the examiner is through with it There it will
be checked (o see that such note has been made and initialed
before filing away die intesference recosd.

1f an application has been withdrawn from issue for intesfer-
ence and is again passed (o issue, & notaton “Re-examined and
passed for issue” is placed on the file wrapper together with a
new signature of the peimary examiner in the box provided for
this puspose. Such notation will beselied upon by the Publishing
Division as showing (hat the application is intended to be passed
for issue end makes it poasible (0 screen out those epplications
which are mistakenly forwarded to the Publishing Division
during the pendency of (he interference.

See MPEP § 1302.12 with respect (o listing references
discussed in motion decisions, and MPEP § 2364 concerning
the entry of amendments,

Form peragraph 11.02 may be used to resume ex parie

prosecution,
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§ 11.02 Ex parte prosecusion is resumed
Interference No. (1] has been terminated by a decision [2] to
epplicent. Ex perte prosecution is resumed.

Ezsminer Note:
In beacket 2, insert whether favorable or unfavorable.

2363.01 No Interference In Fact [R-2]

The Board may, if it finds that there is no intesference in fact,
award judgment to both parties. In such a case, each party-
applicant may be granted a patent on the claims of the applica-
tion designated to cotrespond to the count, if those claims are
otherwise patentable,

2363.02 The Winning Party [R-14)

If prosecution of the winning pasty’s case had not been
closed, the winning party generally may be allowed additional
and broader claims o the common patentable subject matter,
Note, however, In re Hoover Co., *134 F.24 624, $7TUSPQ 111
#5(CCPA 1943).< The winning party of the intesference is not
denied anything be or she was in possession of prior to the
interference, nor does be of she acquire any additional rights as
aresult of the intesference, His or her case thus stands as it was
peioe to the interference, If the application was under final
rejection as to some of its claims gt the time the interference was
formed, the institution of the interference acted (o suspend, but
not vacate, the final rejection, Afier iermination of the interfer-
ence a letter is writen the applicant, as in the case of any other
action unanswered at the time the interference was instituted,
setiing a shoetened period of 2 months within which (o file an
appeal or cancel the finally rejected claims,

§ 11.03 Office actlon unanswared

‘This epplication containe en unenswered Office action mailed on
{13

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO
SUCH ACTIONIS SET TOEXPIRE [2) FROM THE DATE OF THIS
LATTER.

Ezeminer Note:

This peragraph should be preceded by paragraph 11.02.
In beacket (2] inssnt date, days or months,

2363.03 The Losing Party [R-14]

37 CFR 1.663 Scatus of claim of dafecsed applicans after interference.

Whenever an adverse judgment Is entered &5 to a count against an
epplicant from which no eppeal (35 U.8.C. 141) o other review (3
U.S.C. 146) bas beea or can be taken or had, the claims of the
epplication corresponding to the couat stand finally disposed of with-
out further action by the examiner. Such claims are not open to further
ex parig prosecution.

{49 FR 48467, Dec. 12, 1984, added effective Feb. 11, 1985]

The Board's judgment in an intesference conducted undes
37 CFR 1.601 - 1.688 will state that the losing party is not
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entitled to a patent containing the claims corresponding to the
count or counts. Under *>37 CFR 1.663<, such claims “stand
finally disposed of without further action by the examiner.” See
also 35 US.C. 135(a). When the files are retumed to the
examining group after termination of the interference, a pencil
line should be drawn through the claims as to which a judgment
of priority adverse to an applicant has been rendered, and the
notation “37 CFR 1.663" should be written in the margin to
indicate the reason for the pencil line. If these claims have not
been cancelled by the applicant and the case is otherwise ready
for issue, these notations should be replaced by a line in red ink
and the notation “*>37 CFR 1.663<" in red ink before passing
the case to issue, and the applicant notified of the cancellation
by an Examinetr's Amendment, If an action is necessary in the
application after the interference, the applicant should also be
informed that “Claims (designated by numerals), as to which a
judgment adverse to the applicant has been rendered, stand
finally disposed of in accordance with 37 CFR 1.663.”

If all the claims in the application are eliminated, a letter
should be written informing the applicant that all the claims in
the application have been disposed of, indicating the circum-
stances, that no claims remain subject to prosecution, and that
the application will be sent to the abandoned files with the next
group of abandoned applications, Proceedings are terminated as
of the date the interference terminated. See MPEP § 2361 third
paragraph of text.

if the losing pasty’s case was under rejection at the tdme the
interference was declared, such rejection is ordinarily repeated
(either in full or by reference to the previous action) and, in
addition, any other suitable rejections, as discussed below, are
made, If the losing party’s application was under final rejection
or ready for issue, bis or ber right o reopen the prosecution is
restricted 0 subject matter related to the issue of the interfes-
énce.

Where the losing party failed to get a copy of the opponent’s
drawing or specification during the interference, the losing
party may order a copy (hereof 0 enable said party to respond
to a refection based on the successful party’s disclosure. Such
ordes is referred (o the examiner-in-chief who has authosity to
approve orders of this nature,

Inaddition to repeating any outstanding rejection, the exam-
iner should consider whether any remaining claims in the losing
party’s application should be rejecied on the ground of unpat-
entability under 35 U.S.C. 102/103, o oa the ground of estop-

pel.
1. UNPATENTABILITY UNDER 35 U.S.C. 102/103

The examiner should determine from (he Boasd's decision
the basis on which judgment was rendered against the applicant,
If the judgment was that applicant was not the first inventor of
the subject matter in issue, the application claims may be
rejected under 38 U.S.C. 102(g)/103 as unpatentable over the
lost counts. If the judgment was based on a holding that
applicant derived the invendon from another, a rejection of
claims as unpatentable over the lost counts under 35 U.S.C.
102(/103 may be in ordes. Where the Boagd rendered judg-
ment against the applicant because bis or her claims were
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unpatentable over prioe art, under 35 U.S.C. 112, or on other
grounds, the other claims in the application should be reviewed
to determine whether any of those grounds may be applicable to
them.

2. ESTOPPEL

Claims which cannot be rejected as unpatentable over the
lost counts may still be subject to rejection on the ground of
estoppel. As statedin 37 CFR 1.658(c), a losing party whocould
bave properly moved under 37 CFR 1.633 or 1.634, but failed
todo so, is estopped to take subsequent action in the PTO which
is inconsistent with the party’s failure to properly move. How-
ever, in the event of a “split award,” the losing party is not
estopped as to claims which corresponded, or properly could
bave cosresponded, to a count which be or she won.

The following examples illustrate the application of estop-
pel to the losing pasty:

Example 1. Junior pasty spplicant AL and senior party applicant
AK both disclose separate patantable inventions “A” and “B" and
claim only invention A in (eir respective applications, An interference
is declered with a single count to invention A. Neither pasty files &
motion under 37 CFR 1.633(cX1) to add e count i invention B.
Judgment as o all of AL's claims corresponding to the sole count is
awarded to junior party applicant AL. Senior party spplicant AK will
be estopped to theroafier obtain & patent containing claims to invention
B, because applicant AK failed to move to sdd & count to inventlon B
in the interference. Junior pasty epplicent AL will not be estopped to
obtein & patent conteining claims to invention B.

Example 2. In this example, the facts ere the same as in example 1
excopt that judgment is ewarded as to all AK's clalms comesponding
to the count to senior party epplicant AK. Junior party epplicant AL will
be estopped o oblain & patsnt containing claims (o invention B in the
interference. Senior perty applicant AK will not be estopped to obtain
o patent containing claims  inventon B,

Example 3. Junior pasty epplicant AM and senior party applicent
AP both disclose separats pateritable inventions "'C", “D", end “B" and
claim inveations C end D in their respective applications. An intesfer-
encs is declared with two eounts, Count 1 is (o invention C and Count
2 is to invention D. Neithee pasty files o prelisiinary motion to edd &
proposed Coumt 3 to invention E. Judgment a5 to &} AM's claims
corresponding to Counts 1 and 2 is ewerded to junior party AM. Senios
party epplicant AP will be estopped to thereafisr obtain & patent
containing claims o invention E, because applicant AP failed to move
to edd & count to inventioa E to the interference. Junior pasty epplicant
AM will aot be estopped to obtain e patent contelning e cleim o
invention B,

Example 4. In this example, the fects are the same s in Example
3 except that judgment is awerded as to all AP's claims corresponding
to Counts 1 and 2 to senior pasty spplicant AP, Junior pasty epplicant
AM will be estopped to obtain a patent containing cleims to invention
E, because applicant AM (eiled to move (o edd & count to lnvention B
in the interference. Senlos pesty applicent AP will not be estopped o
obtain & patent contelning cleims to iaveation B,

Example S, In this exampls, the facts ere the same as in Example
3 encept thet judgment is swerded on all of AM's claims comeeponding
to Count 1 to junios penty spplicant AM end judgment is ewarded to el
AP's claims comvesponding to Count 2 to senloe perty epplicant AP.
Both pasties will be estopped (o oblain o petent contalning clelms to
invention E, because neither moved 1o edd & count 0 invention E
during the interference. Assume that junioe pasty AM could heve
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properly moved under 37 CFR 1.633(f) to be acoorded thebenelitof en
eeclier epplication, but did not do so duzing tw interferance. Junior
party AM will not be estopped in subseguent ex parse prosesution from

asking for benefit of the earlier epplication as to the invention defined

by Couns 1. Accordingly, if the examiner wers 1o reject junior peny
AM's cloim eorresponding to Count 1 en the basis of some nawly
discovered ant, junior party AM could properly mtedate the prior entby
seeking the benefitunder 35 U.5.C. 120 of the esslier epplication. Thus
even though junior pasty AM was & “losing pasty” s to Count 2 (en
adverse judgment & o junior pasty AM's claims eomesponding o
Count 2 having been entered), junior pasty AM wes awerded &
. favorable judgment (37 CFR 1.658(c)) as to Count 1. Junior party AM
will be estopped in subsequent exparte provecution from ettempting to
be accorded the benefit of the estlier application as to the invention of
Count 2.

Example 6. Applicent AQ discloses and claims invention “R."
Applicent AR discloses end claims separate patentable inventions “F”
ard “GL." The essignes of epplicant AQ slso owns en spplication AS
which discloses and cleims invention “G.” An intesfesence is declased
between epplicant AQ and epplicant AR. The sole count is dizected to
invention ¥. No motion s filed by epplicens AQ or its assignes 1o
, declare en additional intesference between epplicant AR end epplicent
AS with & count o invention G. A judgment as 1o ell AR’s claims
eorresponding to the sole count is awanded to applicant AR, Applicent
AS end the assignes will be estopped to cbtain e patent containing
clalms to invention G, becsuse epplicant AR end the essignes falled 1o
move o declare en additional intesference with e count 16 invention G.

Example 7. The fests in this example are ths sems & te facts In
Example 6 except that judgment es to all of AQ's claims correspond-
ing 1o the sole count is awerded to epplicent AQ. Applicant AS end the
assignes would not be estopped, because applicant AQ wes not &
“losing party” (37 CFR 1.658(c)).

Example 8. Applicant AT discloses & generic invention o “sol-
vent” end e species to“benzens.” Applicstion AT contalns e patentsble
claim 1 (solvent) end no other claims. Applicant AU discloses e
genericinvention to “solvent” and species to “benzens™ and “loluene.”
Application AU eontains petentable claim 3 (solvent) end no other
claims. Aninesference is declared with e single count (solvent). Claim
1 of applicatics: AT end elalm 3 of epplication AU ere designated to
correspond to the count. No preliminesy motions are filed. A judgment
is entered in favor of epplicant AT on the eleim comesponding to the
. sole count. Applicant AU would be estopped to obisin & patent
contgining 8 clain to benzene, because applicant AU failed to fils o
preliminary motion under 37 CFR 1.633(c)(1) seeking o edd 6 coums
to benzene end benzene was disclosed in winning pesty AT's spplice-
tion, Applicant AU would elso be estopped to obtaln e petent contaln.
ing & claim to toluens, unless “toluene” defines a “separals patsatsble
invention" from “solvent.” A basis for inteeference estoppel (37 CFR
1.6568(c)) exists if “toluens™ end “solvent” define the “same patentable
invention” becsuse & claim o “wluens” could properly have been
edded end designated tocorrespond tothecount. See 37 CFR 1.633(c)(2),

The following two examples illustrate the application of ¢s-
toppel against en epplicant who lost the intesference based
solely on the fact that the applicant was unable to establish a date
of invention prios to the opponent’s forelgn filing dais (ses Ex
parte Tytgas, 225 USPQ 907 (Bd. App. 1985)):

Example 9. Application AV discloses engines in generel end in
pardeuler & 6-cylinder engine. Application AV contains ealy cleim 1
(engine), Applleation AW discloses englnes in general, but does not
specifically disclose s 6-cylinder engine. Application AW conteins
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only asingle claim 3 (engine), The U.S. “filing date” (37 CFR 1.601(h)
of the AV gpplication is prior to the U.S, filing date of the AW
epplicstion, butthe AW epplicetion claims a foreign priority dateunder
35 U.S.C. 119 based on en epplicetion filed in a foreign country prior
to the filing date of the AV epplication. Anintesference is declared. The
sole count of the interferenos is to “an engine.” Cleim 1 of the AV
application ‘and claim 3 of the AW epplication are designated to
correspond to the count. During the interference, spplicent AV doss not
move under 37 CFR 1.633(c)(2) 1o edd a cleim to a 6-cylinder engine
end to designate the claim to correspond to the count. Applicant AW is
ewerded s judgment in the interference based on the easlier filing date
of the foreign epplication. Afier the interference, applicant AV adds
¢laim 2 (6-cylinder engine) to the AV application. Whether AV would
be entitled 1o 8 patent containing e cleim to & G-cylinder engine will
depend solely on whether e 6-cylinder engine is a “seperate patentable
invention” from “engins” - the subject matier of the eount. Xf & 6-
cylinder engins is & “separute patentabls invention” within themeaning
of 37 CFR 1.601(n), spplicent AV could not have successfully moved
under 37 CFR 1.633(c)(2) o add claim 2 and to designate it o
coerespond to the eount. Therefore epplicant AV could obtain & patent
containing claim 2. If, on the other hand, a 6-cylinder engine is not &
“separate patentable invention,” claim 2 of the AV application would
be rejectad on the basis of interference estoppel beceuse elaim 2 could
have baen eddad by & motion under 37 CFR 1.633(c)(2). See 37 CFR
1.658(e).

Example 10. This example is basicelly the sams es Example 9,
except et epplication AV initielly contains claim 1 (engine) and claim
2 (6-cylinder engins). When the interference is declared, both claims
1 and 2 of epplicision AV are designated to correspond 1o the count.
During the intesference, epplicant AV does not move under 37 CFR
1.633(c)4) 1o designate claim 2 a8 not corresponding to the count. A

in the interference is entered for epplicant AW based on the
esslier filing dete of the foseign patent epplication. After the interfes-
ence, spplicant AV would not be eble (o obtaln & patent containing
claim 2, because the claim was designated to correspond to 8 count and
eniry of the judgment constitutes & final decision by the PTO refusing
to grant epplicant AV e patent containing claim 2,

ALLOWANCE OF LOSING PARTY'S APPLICATION

Before allowing s losing party’s application, the examiner
ghould carefully consider whether the grounds of estoppel have
been fully applied. In order to promote uniform spplication of
the doctrines of lost counts and estoppel, the examines must
congult the examiner-in-chief who was in charge of the interfes-
ence before allowing the losing party’s case,

2364 Entry of Amendments [R-2)

Under 37 CFR 1.637(c)(1) and (2), (6)(3), (6)(1) &nd (2), or
(h), 8 moving pasty is required to submit with his or her motion
8 6 separale paper, en amendment embodying the proposed
claimsif the claimsare not already in the epplication concemed,
In the cage of an application involved in the interference, this
amendment Is not entered at that time but s placed in the
application file,

An emendment filed in connection with a motion (o add or
substituts counts in an interference must include any claim or
claims to be added and be accompanied by the appropriate fees
(or fee suthorization), if any, which would be due if the amend-
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ment were to be entered, even though it may be that the
amendment will never be entered. Only upon the granting of the
motion may it be necessary for the other party or parties to
present claimg, but the fees (or fee authorization) must be paid
whenever claims are presented. Claims which have beea sub-
mitted in response to a suggestion by the Office for inclusion in
an gpplication must be accompanied by the fee due (or fee
authorization), if any, Money paid in connection with the filing
of & proposed amendment will not be refunded by reason of the
nonentry of the amendment.

Ifthemotionis granted, the amendmentisentered atthe time

decision on the motion is rendered. If the motion is not granted,
the amendment, though left in the file, is not entered and is so
marked.
If the motion is granted only in part and denied as to another
part, only 80 much of the amendment as is covered in the grant
of the motion is entered, the remaining part being indicated and
mazked “not entered” in pencil. (See 37 CFR 1.644).

In each instance the applicant is informed of the disposition
of the amendment in the firet action in the case following the
termination of the interference. If the case is otherwise ready for
isaue, theapplicantis notified that the applicationis aliowed and
the Notice of Allowance will be sent in due course, that prose-
cution is cloged and to what extent the amendment has been
entered.

Asacorollary to this practice, it follows that where progecu-
tion of the winning application had been closed prior to the dec-
lesation of the interference, as by being in condition for issue,

thatapplication may not be reopened to fusther progecution fol-

lowing the intesference, even though additional claimshad been
presented in connection with & motion in the intesference,

Itshould be noted st this point that, under 37 CER 1,663, the
entry of en adverse judgment againgt & pasty who requests eame
pursuantto 37 CFR 1.662(e) finally disposesof all claims of that
pasty s application which are designated as corresponding to the
count.

2364.01 Amendments Filed During Interference
- [RI]

If the amendment ig filed in response 1o a letter by the
primary examiner, suggesting a claim or claims for interference
with another pasty and for the purpose of declasing an additional
intesference, the examiner enters the amendment and takes the
proper steps to inftate the second interference.

OTHER AMENDMENTS

When an emendment to an application involved in an inter.
ference is vecelved, the examiner inspects the amendment end,
if necessary, the application, 1o determine whether o not the
amendment affects the pending or any prospective interference,
If the amendment is an ordinary one propesly responsive (o the
last regular ex parte action preceding the declaration of the
intesfezence and does not affect the pending or any progpective
interference, the amendment s marked in pencil “not entered”
and placed in the file, & corresponding entry being endorsed in
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ink in the contents column of the wrapper “*. Afier termination
of the interference, the amendment may be permanently entered
and considered as in the case of ordinary amendments filed
during the ex parte prosecution of the case.

If the amendmentis one filed in a case where ex parte prose-
cution of an appeal to the Board of Patent Appeals and Interfer-
ences is being conducted concurrently with an interfesence
proceeding (see SMPEP< § 2314, and if it relates to the appeal,
it should be treated like any similar amendment in an ordinary
appealed case,

When an amendment filed during interference purposts to
put the application in condition for another interference either
with a pending application or with & patent, the primary exam-
inermustpersonally consider the amendment sufficiently to de-
termine whether, in fact, it does s0.

If the amendment presents allowable claims directed to en
invention claimed in a patent or in another pending application
inigsue orready for issue, the examiner borrows the file, enters
the amendment and takes the proper steps to initiate the second
interference,

Where in the opinion of the examiner, the proposed amend-
ment does not put the application in condition for interference
with another application not involved in the interference, the
amendment ig placed in the file and marked “not entered” and
the gpplicant is informed why it will not be now entered and
acted upon.

When the amendment seeks to provoke an interference with
& patent not involived in the interference and the examiner be-
lieves that the claims presented are not patentable to the appli-
cent, and where the application is open to further ex parte
prosecution, the file should be obtained, the amendmententered
and the claims rejected, setting a time limit for response. If
reconsideration is requested and rejection made final a time
limit for appeal should be set. Where the application at the time
of forming the interference was closed to fusther ex parte
prosecution and the disclosure of the application will prima
facie, not support the claim pregented, or where the claims
presented age drawn 10 8 non-glected invention, the amendment
will not be entered and the applicant will be so informed giving
very briefly the reason for the nonentry of the amendment.

2368 Second Interference [R-2)

87 CFR 1 665 Second Irserferencs.

4 sacond inuerferencs between the seme parties will not be de-
clared upon an epplicationnotinvolved in en earlier intasference for an
inventlon defined by s count of the easlier interference. Sen § 1.698(c).

(49 FR 48468, Dec. 12, 1984, added effective Feb, 11, 1985)

2366 Interference Settlement Agreement [R-9)

37 CPR 1.666 Filing of Interferance settlemant agresments,

(8) Any sgresment or understending between pasties 1o en interfor-
ense, including eny eslisterel agreements seferved to Ghereln, mads in
connection with or in contemplation of the termination of the intesfes-
enoe, must be in weliing end e true copy thereof must be filed before the
teemination of the interference (§ 1.661) es between the pazties o the
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sgreement or understnding.

(b) If any perty filing the sgreement or vndesstanding under pare-
greph(e) of this section so requasts, the copy will be kept seperats from
the file of the interference, and mads availeble only to Government

sgencies on writien request, or to eny person upon petition eccompe-

nied by the fee get fozth in § 1.17() and on & showing of geod ceuse.

(¢) Failure o file the copy of the egreementor understanding under
peragraph (a) of this section will render permenently unenforcesble
such agresment or understanding snd any patentof the pariies involved
inthsinterference oz eny patent subssquently issusd on any epplication
of the perties so involved. The Commisgsioner may, howeves, upon
petition accompanied by the fee setforth in § 1.17(h) and on e thowing
of geod ceuge for failure @ file within the time prescribed, permit the
filing of the sgreement or understanding during the six month period
subsequent to the tesmination of the interference us between the parties
to the sgreement o understanding.

[49 FR 48468, Dec. 12, 1984, edded effestive Feb, 11, 1985; SOFR
23124, Msy 31, 1985)

>37 CFR<* 1.666 sets out the procedure for filing settle-
ment agreements in intesference cases. The PTO is merely are-
pository for copies of agreements filed under 35 U.S.C. 135(c)
and does not undertake 1o rule on whether the statute requires

that & copy of eny particular agreement be filed, Nelson v.
Bowler, 212 USPQ 760 (Comm’s. Pat. 1981).

2371 Evidence [R-9]

37 CFR 1671 Evidence muss comply with rules,

(s) Evidenco consists of testimony end exhibits, officisl records
and publicstions filed under § 1,682, evidence from snother intesfer-

ence, proceeding, or action filed under § 1 m,m&maynﬁod
vpon under § 1.688, and the specification (including claims) and
drawings of any spplication oz patent:

(1) Invoived in the intesference.

(@ To wich o party hes been sccorded benefit in dis notice
declaming the interference or by e preliminary motion grented under §
1,633,

(3) For which a pesty has sought, but has not been denied, benefit
by e preliminary motion under § 1.633,

. (4) For which bensfic wes rescinded by e preliminary motion

grasted under § 1,633,

(b} Exceptasotherwiseprovided in this subpast, the Federal Rules
of Evidence shall epply W intesference procesdings. Those portions of
the Federel Rules of Evidence relating to criminal actions, juries, end
other mettere fiot relevant to intesferences shall not epply.

(6) Unless the contentis etheswise cless, the following terms of the
Pederal Rules of Evidence shall be constzued s follows:

(1) “Coustaof the United States,”“U.S. Magistrate,” “coust,” “trial
eouzt,” or “sier of fect” means examinerdn-chisf or Boerd es may be

(2) “Judge” means exeminee-in-chief,

(3) “Tudiciel notice® means officiel notice.

4) “Civil action,” “civil proceeding,” “ection,” or “trial” meen
interference.

(5) “Appeliate court” means United States Courtof Appealsfoe the
Federal Circult or & United States district coust when judicial review is
under 35 US.C. 146

6) “Before the hearing” in Rule 703 mesns before giving
tstimony by oral deposition er affidavit.
7y “The tris or heering” in Rules §03(24) end 804(5) means the
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taking of testimony by oral deposition.

{d) Certificetion is not necessery a8 & condition to admissibility
when therecordis arecord of the Patentand Trademark Office to which
sl parties have sccess.

(e) A puty may notrely on en effidavit filed by thet perty during ex
parte prosecution of en epplication, en affidavit under § 1.608, or an
affidavit under § 1.639(b) unless: (1) a copy of the sffidavit is or has
been served and (2) & written notice is filed prior to the close of the
party's relevens testimony period stating that the party intends to rely
on the sffidavit. When proper notice is given under this paregraph, the
affidavitshall be deemed filed under § 1.672(b). A copy of the affidsvit
shall be included in the record (§ 1.653). .

() Ths significance of documentary end other exhibits chall be
discuseed with perticularity by 8 withess during oral depositionorinan
effidavit.

(g) A party must file a motion (§ 1.635) seeking permission from
snexaminer-in-chief prior to taking testimony or seeking documents or
things under 35 U.S.C. 24. Themotion shall describe the general nature
end the relevance of the testimony, document, or thing.

(i) Evidence which is not teken or sought end filed in accordance
with this subpart shall not be edmissible.

[49 FR 48468, Dec. 12, 1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985}

>37CFR<® 1.671 sets out what will be considered evidence.

37 CFR 1.671(b) and (c) provide that the Federal Rules of
Evidence apply to interference proceedings to the extent indi-
cated in the rule. It should be noted that this provision does not
eliminate the well-settled requirement for independent corrobo-
ration of prior inventive acts performed by a party.

Under>37 CFR< 1.671(¢), & party cannot rely on a previ
ously filed affidavit such as an affidavit under 37 CFR 1.131,
1.132, 1.608(b) or 1.639(b) uniess the affidavit is served and
notice is given that the party intends to rely on the affidavit. The
purpose for the notice is to permit an opponent o determine
whether a deposition for cross-examination is necessary (see
>37 CFR< 1.672(b) and 1.673(¢)).

>37 CFR<* 1.671(e) is inteaded to overrule prior construc-
tionof PTO sulesin Holmes v. Kelly, S86F.24234,237n.7,199
USPQ 778,782 n. 2(CCPA 1978) and Brecker v. Jennings, 204
USPQ 663 (Bd. Pet. Int. 1978), which considered a>37 CFR<*
1.132 affidavit in the file of an involved application to be part of
the “recoed” of an interference. Under >37 CFRe< 1.671(e), &
party intending to rely on such an affidavit must give notice and
serve a copy of the affidavit on the opponent.

Even though the affidavit may have been congidered by the
examinez-in-chief in deciding a preliminary motion, it may not
be congidered by the Board at final hearing unlegs >37 CFRe
1.671(c) has been complied with, Similasly, while >37 CFRe¢
1.671(e) provides that the specification (including claims) and
drawings of the involved and certain other ceses are inevidence,
other papers in those files ere notin evidence unless specifically
introduced as exhibits,

Under >37 CFR< 1.671(f), the significance of documentary
and other exhibits must be discussed with particularity by &
oral deposition or in an affidavit. 37 CFR<*
1673(f) sets out in th regulations an evidentiary requirement
imposed by precedent. See Popoff v. Orchin, 144 USPQ 762
(Bd. Pat. Int. 1963) (unexplained experimental date should not
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be considered); Chandler v. Mock, 150 F.2d 563, 66 USPQ 209
(CCPA 1945) (records sianding alone were held to be meaning-
less), and Smith v. Bousquet, 111 F.2d 157, 45 USPQ 347
(CCPA 1940) (unexplained tests in stipulated testimony are
entitled tolittle weight). See alsoIn re Borkowski, S0SF.24 713,
184 USPQ 29 (CCPA 1974) and Triplett v. Steinmayer, 129
%.2d 869, 54 USPQ 409 (CCPA 1942). Under »37 CFR<
1.671(g), a party is required to obtain permission from an
examiner-in-chief prioe to proceeding under 35 U.S.C. 24. This
requirement insures that a subpoena is necessary (e.g., 8 sub-
poenaordinarily should not be necessary where testimony of an
opponent is sought) and that testimony sought through a >35
U.S.C. 24 subpoenais relevant before @ subpoena isissued. The
motion seeking permission to proceed under >35 US.C.<c 24,
any opposition thereto, and the order of an examiner-in-chief
authorizing the moving party to proceed under >35U.S.C<24
will be of assistance to a Federal court in the event a party is
required toresort to & courtto enforce the subpoena or to compel
answers to questions propounded at any deposition where a
witness is appearing pursuant 0 @ subpoens. See Sheehan v.
Doyle, 529F.24 38, 188 USPQ 54§ (15t Ciz. ), cert, denied, 429
U.S. 870 (1976), rehearing denied, 429 U.S. 987 (1976).

Under >37 CFR< 1.671(h), any evidence which is not taken
or sought and filed in accordance with the regulations will not
be admissible.

The courts have articulated a rule of law which the PTO will
continue to apply in determining admissibility of laboratory
notebooks under the “shop book™ Rule 803(b)(6) of the Federal
Rules of Evidence. See e.g., Alpere v. Slatin, 305 F.2d 891, 134
USPQ 296 (CCPA 1962) and Elliots v. Barker, 481 F24d 1337,
179 USPQ 100 (CCPA. 1973).

Ordinarily, the examines-in-chief can order a pasty aopm-
dece gn individual for 8 deposition as long s the individual is
a party o is under the control of the party, e.g., an employee of
anassignee. Where socalled “third parties” are concerned, how-
ever, issuanceof asubpoenamay be necessary, because the PTO
hes no authority to compel attendance of third parties.

2372 Manner of Taking Testimony [R-9]

37 CFR 1672 Manner of saking testimony.

(s) Testimony of & witness may be wken by orel deposition or
affidavit in sccordance with this subpert,

(M) A pesty wishing to tke the wstimony of & witmess whose
testimony will not be compelled under 35 U.S.C. 24 may eclect o
present the testimony of the witniess by effidavit or deposition. A perty
clocting io present westimony of & witness by affidavit shall, peior to the
elose of the perty ‘s relevent testimony period, file end serve an affidavit
of the witnees oz, where 8 notice undes § 1.671(¢). To
facilitate preperation of the record (§ 1.653 (g) and (h)), & party should
file an effidevit on peper which is € 1/2 by 11 inclws (21.8 by 27.9 cm).
4 party shall not be entitled (o rely on eny document seferved to in the
affidavit unless & copy of the document is filed with the effidavit. A
pearty shallnot beentitled to rely on any thing mentioned in the effidavit
unless the opponent is given seasonsable sceess o the thing, A thing is
something other then 8 document. After the affidavitis filed end within
etime set by an examiner-in-chief, any opponent may file e request to
cross-exemine the witness onorel deposition. If eny opponent requests
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cross-examination of an effiant, the party shall notice 8 deposition
under § 1.673(e) for the purpose of cross-examination by sny oppo-
nmAnyredmnﬂmﬂnﬂt&ephcendwdcponumAtmy
deposition for the purpose of crogs-exarnination of a witness whose
testimbny is presented by affidavit, the party shall not be entitled torely
on any documens of thing not mentioned in one ormore of the affidavits
filed under this peragreph, except to the extent necessery to conduct
proper redirect. A party electing to present testimony of & witness by
depositionshall notice a deposition of the witnessunder § 1.673(a). The
party who givesnotice of adepositionshall be responsible forobteining
& court reporter and for filing e certified wanscript of the deposition a5
required by § 1.676.

(c) A paty wishing to teke the testimony of a witnest whose
testimony will be compelied under 33 U.S.C. 24 must first obtain
permission from en examiner-in-chief under § 1.671(g). If permission
is granted, the perty shall notice & deposition of the witmess under §
1.673 snd mey proceed under 35 U.S.C. 24, The tesuimony of the
witness shall be taken on oral deposition. '

{d) Notwithstanding the provisions of this subpa, if the parties
egree in writing, o deposition may be teken befoze any person suthor-
ized (o administer oaths, st eny place, upon eny notice, end in eny
menner, and when 6o tsken mey be used like any other depositions.

() If the pasties agres in writing, the testimony of eny witness may
be submitted in the form of an effidavit without opportunity for croge-
exeminstion. The affidavit of the witness shall be filed in the Patent end
Trademark Office.

() If the pasiies egree in writing, testimony may be submitted in
the form of an agreed statement setting forth: (1) How & particuler
witness would testify if ealled or (2) the facts in the case of one ermore
of the pasties, The egreed statemens shall be filed in the Patent end
Tredemerk Office. See § 1.653(s).

[49 FR 48468, Dec. 12, 1984, sdded effective Feb. 11, 1985; SOFR
23124, May 31, 1985)

>37 CFR<* 1,672 gets forth the manner in which testimony
shall be taken, Testimony can be taken by deposition or affidavit
at the election of the party presenting the testimony. A party
presenting testimony by affidavit must file and serve the affids-
vit. If the party preseats testimony by affidavit and an opponent
electsto cross-examine the affiant, the party isrequired to notice
adeposition for the purpose of cross-examination. Re-directand
re-cross will take place at the deposition. Where the parties
agree, testimony can be presented by affidavit without opportu-
nity for cross-examination (see >37 CFR< 1.672(e)) or by
stipulated testimony or an agreed statement of facts (see >37
CFRe 1.672(£)).

An affidavit may be used only when a witness agrees tosign
the affidavit. If an individual refuses to sign an affidavit or vol-
untarily appear at & deposition the party calling the witness will
have (o comply ettendance at a deposition by a subpoena under
35U.S.C. 24 afier receiving permission from an examiner-in-
chief,

Before setting the times for discovery, taking testimony, and
filing the record, the examines-in-chief in charge of the inteefer-
ence will in all likelihood hold a pre-trial conference with the
parties’ lead attorneys. At this conference, the attorneys should
be prepared to discuss whether they intend to take testimony,
and whether the testimony will be by oral deposition, by
affidavit or otheswise; the issues to be determined; the time
which will be required; and other matters relevantto the conduct
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of the testimony. Following the conference the examiner-in-
chief will normally issue an order setting the times for discov-
ery, taking testimony, and filing the record, and making such
other rulings as may be necessary in the particular case. -

Former rule 37 CFR 1.287(a) required that a party provide

discovery by serving copies of documents and lists within a
specified time before taking * testimony. The essence of this
requirement is carried forward in 37 CFR 1.673 where the
testimony of a witness is to be by deposition. If a witness’
testimony will be by affidavit, prior service of documents and
lists is not required, but copies of documents referred to in the
affidavit must be filed and served therewith, and the opponeat
must be given reasonable access to any thing mentioned therein.
37 CFR 1.672(b).

2373 Notice of Examination of Witness [R-9]

37 CFR 1673 Noetice of examinasion of witness.

(s) A pesty electing t take testimony of & witness by deposition
shall, sfier complying with peragrephs (b) end (p) of this section, file
- sndserveasinglencticeof deposition stating the time end place of each

depoeition to be tsken. Depositions msy be noticed for 2 reasonsble
time and place in the United States, Unless the parties egres in writing,
& deposition may not be noticed for any other place without epproval
of enexaminer-in-chief(see § 1.684). Thenoticeshall specify thename
and address of each witness end the general nature of the testimony to
begivenby the witness. If hensme of @ witness isnot known, 8 generel
deseription eufficient to identify the witness or & perticular class or
group to which the witness belongs may be given instead.

(6) Unlees the parties agree otherwise, & pazty shall serve, butnot
file, sz least thwee days prior to the conference required by peragreph (g)
of this section, if service is mede by hand or “Enpress Mail,” or et lsast
ten days peioe (o the conference if service is meade by sny other mesns,
the following:

(1) A list end copy of esch document in the perty’s possession,
custody, oz control end upon which the party intends to rely et sy

(2) A list of end & proffer of ressonsble access to things in the
pesty's passession, custody, or control end upon which the panty
intends to rely ot the deposition.

(c) A pasty shell net be permitted to rely ot any deposition on eny
witness notlisted in the notice, or any documentnot sesved or eny thing
niot listed s required by paregreph (b) of this section: (1) Unless ol
opponents egree in writing or on the record to pesmit the perty to rely
onthe witness, document, or thing or (2) exceptuponemotion(§ 1.635)
prompily filed which is sccompenied by any proposed riotice, eddi-
tional documents, or lists end which showe sufficient ceuse why the
notice, documents, o lists were not served in sccordance with this
section.

(@ Each opposing party shall have a full opportumity to attend &
deposition end crose-enamine. If an opposing pesty sitends & deposi-
tion of & witness not named in anotice end cross-examines the witness
or fails o object to the taking of the deposition, the opposing party shall
be deemed (o have waived sny right o object o the taking of the
deposition for lack of proper notice.

(e) A panty electing (o present testimony by effidevit end who is

to notice depositions for the purpose of cross-examination
under § 1.672(b), shall, efter complying with paregrsph (g) of this

section, file and serve e single notice of deposition stating the time end .

place of esch cross-examinstion deposition to be taken.
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(f) The parties shall not takce depositions in more than one place at
the same time or 6o nesrly ot the same time thatreasonsble opportunity
to travel from one place of deposition to snother carmot be had.

(g) Before serving anotice of deposition end after complying with
peragreph (b) of this section, 8 party shell have an orel conference with
all opponents to eitempt to agree on & mually sccepteble time and
place for conducting the deposition. A centificate shall eppeer in the
notice stating that the orel conference took plece or explaining why the
conference could not be hed. If the partics cannot agree to & mutually
accepiable place end time for conducting the deposition at the confer-
ence, the parties shall contact an exeminer-in-chief who shell then
designate the time and place for conducting the deposition.

() A copy of the notice of deposition shall be attached to the
certified transcrip* of the deposition filed under § 1.676(e).

[49 FR 48469, Dec. 12, 1984, edded effective Feb. 11, 1985]

>37 CFR<* 1.673 sets out how a deposition must be noticed,
A deposition can be noticed for any reasonable place in the
United States. The extent to which parties, witnesses, and
attorneys or agents have to travel may be considesed in deter-
mining whether a place is reasonable. Prior to serving & notice
of deposition, a party is required to take two procedural sieps.
Under>37 CFR< 1.673(b), a party is required to serve acopy of

- the documents and a list of the things in its possession, custody,

and control upon which it intends to rely. Under >37 CFRe<
1.673(g), the party is required to have an oral conference (in
pezson or by telephone) with all opponents to atiempt 10 agree
on & mutually acceptable time and place for taking the deposi-
tion. An examines-in-chief may get the time and place if agree-
ment is not reached. A single notice listing alll the witnesses and
the general nature of their expected testimony is then served.
Under 37 CFR< 1.673(c) and except as provided, & party can
not rely on any witness not mentioned in the notice, any
document not served, or any thing not listed. Under >37 CFR<
1.673(h), a copy of any notice must be attached to the certified
transcript of each deposition filed.

2374 Persons Depositions Taken Before [R-9]

37 CFR 1674 Persons before whom depositions may be taken.

(2) Within the United States or s territory or insulse possession of
the United States & deposition shall be taken before e officer author-
ized to administer oaths by the laws of the United States or of the place
where the exeminstion is held.

(b) Unless the parties sgres in writing, the following persons shall
ot be competent 10 serve es en offices: (1) A relative or employee of
aparty, (2) erelative or employee of en atiomey or sgent of a pasty, or
(3) aperson interested, directly or indirectly, in the interference either
as counsel, sttomey, egent, or otherwise,

{49 FR 48469, Dee. 12, 1984, sdded effective Feb. 11, 1985)

>37 CFR<* 1.674 sets out the persons befose whom depo-
sitions can be taken.

2378 Examination of Witness [R-9]

37CFR 1.675 Examination of witness, reading and signing transcript
of depasition.
(8) Each witness before giving an oral deposition shall be duly
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sworn sccording 1o law by the officer before whom the depositionis to
be taken.

(b) The testimony shall be taken in snewer to interrogatories with
any questions and answers recorded in theirreguler order by the officer
or by some other person, who shall be subject to the provisions of §
1.674(b), inthe presence of the of ficez unless the presence of the officer
is waived on the record by sgreement of all parties.

(c) All objections made &t the time of the deposition to the queli-
ficationsof the officertaking the deposition, themenner of teking it, the
evidence presented, the conduct of any party, snd any other objection
to the proceeding shall be noted on the record by the officer. Evidence
objected to ehall be teken subject to eny objection.

{(d) Unless the parties sgree in wriling or waive resding and
signature by the witmess on the record et the deposition, when the
testimony has been transcribed a renscript of the deposition shall be
read by the witness and then signed by the witness in the form of: (1)
An effidavit in the presence of eny notary or (2) e decleretion.

{49 FR 48469, Dec. 12, 1984, added effective Feb, 11, 1985])

>37 CFR<® 1.675 sets out how a deposition is to be taken,
2376 Filing Transcript of Deposition [R-9]

37 CFR 1.676 Certification and filing by efficer, marking exhibits.

(a) The officer shall prepere & cenified transeript of the deposition
by sttaching to e trenscript of the deposition e copy of the notice of
deposition, any exhibits to be snnexed to the cextified transeript, end 8
cextificate signed end sealed by the officer snd showing:

(1) The witness wes duly swom by the offices before commence-
mens of testimony by the witness.

(2) The teenscript is & true record of the tegtimony given by the
witness,

(3) The name of the person by whom the testimony was recorded
and, if notrecorded by the officer, whether the testimony wes recorded
in the presence of the officer.

{4) The presence or shsence of eny opposing perty.

(5) Theplace where the deposition wastakenend the day endhowr
when the deposition begen end ended.

(6) The officer is not disqualified under § 1.674.

(b) If the parties weived any of the requirements of paregreph (o)
of this section, the centificete shall g0 stete,

(¢) Theofficer shall note onthe certificate the circumstances under
which e withess refuses to sign & trenseript.

{d) Unless the parties sgree otherwise in writing or on the record
st the deposition, the officer shall securely seal the certified transcript
in en envelope endorsed with the style of the interference (e.g., Smith
v. Jones), theintesfezence number, thename of the withess, end e daie
of sesling end chell peomptly forwssd the envelope to BOX INTER-
FERENCE, Commissioner of Peterts end Trademarke, Washington,
D.C. 20231, Documents snd things produced for inspection during the
exsmination of & witness, shell, upon request of a pasty, bemarked for
identification snd emened o the centified wanscript, and msy be
inspected end copied by eny pasty, except that if the person producing
the documents and things desires to retain them, the person msy: (1)
Offercopies to bemerked for identification end ennexed to the cestified
transeript and to serve thereafler as originals if the person effords to el
pesties fair opportunity to verify the copies by comperison with the
originals or (2) offer the originals to be marked for identification, after
giving each party an opportunity o inspect and copy them, in which
event the documents and things may be used in the same manner as if
armexed w the certified wanscript. The exhibits shall then be filed s
specifiedin § 1.653(i). If the weight or bulk of e document oz thing shall
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reasonably prevent the document or thing from being ennexed w the
certified transcript, it shell, unless waived on the record et the deposi-
tion of all parties, be suthenticated by the officer and forwarded o the
Commissioner ins separate packagemarked sndaddressed as provided
in this paragraph.

[49 FR 48469, Dec. 12, 1984, sdded effective Feb. 11, 1985; SOFR
23124, Msy 31, 1985])

>37 CFR<* 1.676 sets out how a court reporter should
prepare and file a certified transcript of a deposition. >37
CFR<* 1.676(d) sets out how exhibits are to be marked for iden-
tification, used at deposition, and filed. Provisions similar to
those of Rule 30(f)1)(A) and (B) of the Federal Rules of Civil
Procedure are applicable to interferences.

2377 Form of Transcript of Deposition [R-9]

37 CFR 1677 Form of a transcript of depaosition,

(e) A trenscript of 8 deposition must be typewrilizn on opeque,
unglszed, dureblepaper spproximately 8 1/2by 11 inches (21.8by 279
cm.) ingize (letier size). Typing shall be double-spaced on one eide of
the pepez innot smaller than pica-type withamarginof 1 12 inches (3.8
cm.}on the left-hand side of the page, The peges must be consecutively
numbered throughout the entire record of each party (§ 1.653(d)) end
the neme of the witness must be typed at the top of each page (§
1.653(e)). The questions propounded to each witness must be consecu-
tively numbered unless paper with numbered lines is veed end each
question must be followed by its answez.

(b) Exhibits must be numbered consecutively and each must be
marked as required by § 1.653(i).

[49 FR 48470, Dec. 12, 1984, edded effective Feb. 11, 1985}]

37 CFR<® 1.677 sets out the form of a transcript of a depo-
gition,

2378 Time for Filing Transcript of Deposition
[R-9]

37 CFR 1.678 Transcript of deposition must be filed.

Unless otherwise ordered by en examiner-in-chief, a certified tran-
script of & deposition must be filed in the Patent end Trademerk Office
within 45 deys from the date of deposition. If & party refuses i file &
ceriified ranscript, the examiner-in-chief or the Board may ke
eppeopriate action under § 1.616. If a party refuses to file e cestified
transcript, any opponent may move for leave © file the cestified
wenscript and include s copy of the enscript as part of the opponent’s
record,

(49 FR 48470, Dec. 12, 1984, edded effective Feb. 11, 1985)

Undez »37 CFR< 1.678, a transcript of a deposition must be
filed in the PTO within 45 days of the date of the deposition.

2379 Inspection of Transcript [R-2}

37 CFR 1679 Inspection of transcript.

A centified trenscript filed inthe Patent end Tredemak Officemay
be inspacted by any pesty. The certified transcript may not be resnoved
from the Patent and Trademark Office for printing (§ 1.653(g)) unless
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suthorized by en examines-in-chief upon such terms as may be cppro-
priate. 4
[49 FR 48470, Dec. 12, 1984, sddad effective Feb. 11, 1985]

2382 Official Records and Printed Publications-

R-9]

37 CFR 1682 Official records end printed publications.

(2) Apaty may introduce into evidence, if otherwise admissible,
eny officisl record or printed publicetion not identified on the record
during the teking of testimony of & witness, by filing a notice offering

< the officisl record or publication into evidence, If the evidence relates

to the penty’s case-in-chief, the notice ehsil be filed prior o cloge of
testimony of the party’s case-in-chief. If the evidence relstes to
rebuttel, the notice shell be filed prior to the cloge of testimony of the
panty’s cese-in-rebutial. The notice shall: (1) Ideniify the official
vecord or printed publication, (2) identify the portion thereof to be
introduced in evidence, (3) indicate generelly the relevence of the
portion eoughtto be introduced in evidence, and (4) where sppropriate,
be sccompenisd by & cestified copy of the official record or & copy of

the printed publicetion (§ 1.671(d)).

. {b) A copy of the notice, officisl record, and publication shall be
gerved.

{c) Unless otherwisze ordezed by en examiner-in-chief, eny writien
objection to the notice or to the admiseibility of the official record or
printed publication ehell be filed within 15 days of service of the notice.
See dleo § 1.656(h).

{49 FR 48470, Dec. 12, 1984, added effective Feb. 11, 1985]

>37CFR<* 1.682 setsouthow aparty may introduce in evi-
dence, if otherwise admissible , official records or printed pub-
lications. When @ notice is served, & party is also required to
serve (but not file) copies of the official; records and printed
publications. Any objection to the notice or to the admissibility
of any official record or publication must be filed within 15 days
of the date of service of the notice.

I an officie’ record or peinted publication is made an exhibit
during a deposition or in en affidavit, it need not be submitted
under >37 CFR< 1.682. >37 CFR< 1.682 permits & party ©
make an official record or printed publication part of the
evidence being considered at final hearing without calling a
witness. The official record or printed publication must, how-
ever, be self-authenticating. On the other hand, a party may
present the official record or printed publication as an exhibit
during testimony. When thislatter course isfollowed, thereisno
need to take advantage of the provisions of >37 CFR< 1.682.

2383 Testimony From Another Interferenceor

Proceeding [R-9]

37 CFR 1.683 Testimony in another imerference, proceeding, or
action,

(s} Prior 1o close of a party’s sppropriste testimony period or
withinsuch time es may be set by an examiner-in-chief, e perty may file
& motion (§ 1.635) for lesve o use in an interference testimony of &
witness from another interference, proceeding, or action involving the
sume parties, subject to such conditions s mey be deemed appropriste
by en examiner-in-chief, The motion shell specify with paticulasity
the exact testimony to be ussd end shell demonezete its relevence.
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(b) Any chjection to the edmissibility of the testimony of the
witness ghall be made in an opposition to the motion. See also §

1.656(h).
[49 FR 48470, Dec. 12, 1984, 2dded effeciive Feb. 11, 1985)

>37 CFR< *1.683 sets out how a party may use testimony
from another interference or proceeding.

2384 Testimony in a Foreign Country [R-9]

37 CFR 1684 Testimony in a foreign country.

(e) Anexeminer-in-chief may suthorize tegtimony of 2 witness to
be taken in & fozeign country. A paty seeking to teke testimony in @
foreign couniry shell, prior to the close of the peny’s appropriate
testisnony period or within such time ag may be set by en examiner-in-
chief, file a motion (§ 1.635):

(1) Naming the witness.

V3] Demibmgﬂwpuﬁmlnfmwwhichitisexpectedmnﬂw
witness will testify,

€)) Sumdwmmdswwhchmemvmgpwbdwvum
the withess will s testify.

{4) Demonstrating that the expected testimony is relevans.

(5) Demonstrating thet the testimony cannot be taken in this
country a4 all oz cannot be taken in this country without herdship to the
moving pesty greatly exceeding the hardship to which all opposing
pesties will be exposed by the tsking of the testimony in a foreign
country. :

(6) Accompenied by en effidavit stating that the motion is meds
in good faith end not for the purpose of delsy or herassing eny psrty.

(7y Accompenied by written interrogatories to be gsked of the

R

(b) Any oppositionunder § 1.638(e) chall state any cbjectionto the
wrilten interrogatories and shall include eny crogs-interrogaiories to be
asked of tie witsss. A reply under § 1.638(b) may be filed end ehall
be limited to stating any objection to any cross-interrogatories pro-
posed in the opposition.

(c) If the motion is granted, the moving party shall be responsible
for cbtaining enswers to the interrogatories and cross-interrogetories
before an officer qualified to administer oaths in the foreign country
under the lews of the United States oz the foreign country. The officer
ghall prepare 8 tenscript of the interrogetories, cross-interrogetogies,
and recorded enswers (o the interrogatorics end cross-intesrogetories
end shell ransmit the transcript to BOX INTERFERENCE, Commis-
gioner of Patents end Tredemarks, Washington, D.C. 20231, with e
certificate signed mnd sealed by the officer end showing: .

() The witness was duly sworn by the officer before answering
the intervogatories and cross)interrogeatories.

(2) Therecorded enswers ave a truerecord of the snswers given by
the witness to Gie interrogatories end cross-interrogatories.

(3) The name of the person by whom the snswers were recorded
and, if not recoeded by the officer, whether the snswess were recorded
in the presence of the offices.

(4) The presence or sbeence of eny party.

(5) The place, day, end hour that the snewers were recorded.

(6) A copy of the recorded ssiswers was read by or to the witness
before the witness signed the recorded mnswers end that the witness
signed the recorded enswers in the presence of the officer. The offices
shall state the ciscumstances under which e witness sefuses to resd or
sign recorded enswers.

G)ﬂwoﬁeerunotdxmmﬁcdmduﬁ 1.674,

(d) If the parties agree in writing, the testimony may be taken
before the officer on oral depositien.
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(e) A panty teking testimony in & foreign country shall have the
burden of proving thet felse ewearing in the giving of testimony is
punishable es perjury under the laws of the foreign country. Unless
false sweering in the giving of testimony before the officer shall be
punishable as perjury under the laws of the foreign country where
testimony is taken, the testimony shall not be entitled to the seme
weight as testimony taken in the United Siates. The weight of the
testimony shall be determined in esch case.

[49 FR 48470, Dec., 12,1984, added effective Feb. 11, 1985; SOFR
23124, May 31, 1985]

>37 CFR<* 1.684 sets out how a party may teke testimony in a
foreign country.

>37 CFR<® 1.684 does not apply to cross-examination. If a
party submits an affidavit under >37 CFR< 1.672(b) or intends
torely on an affidavit under >37 CFR< 1.617(¢), the party must
make the affiant available for cross-examination at 8 deposition.
See >37 CFR< 1.673(e). A deposition may be noticed only “for
areasonable timeand placein the United States.” See>37 CFR<
1.673(a). Accordingly, itisnotexpected that>37 CFR< 1.684(a)
will be used o cross-examine affiants residing in foreign
countries. The party filing the affidavit will be reguired to make
the affiant available for cross-examination in the United States.

2385 Errors in Deposition [R-9)

37 CFR 1685 Errors and irvegularisies in depositions.

(e) Anevor in e notice for teking e Seposition is waived unless 8
motion (§ 1.635) to quash the notice is filed as soon as the exror is, o7
¢could have been, discovered.

(b} Ancbjection to aqudlification of an cfficer taking s deposition
is waived unlegs:

(1) The cbjection is made on the record of die deposition before
& witness begins to testify.

(2) Xt discovered efier the deposition, & meotion (§ 1.635) 16
mppmudwdepmm"ﬁhdumuthedmcumu.ormldhwe
been, discovered.

{c) An ezvor in irvegularity in the menmer in witich testimony is
trenscribed, e certified transcripy is signed by a witness, or a centified
transcript is prepared, signed, certified, sealed, endorscd, forwarded,
filed, or pilerwise handled by the officer is waived unless s motion (§
1.635) to suppress the deposition is filed as goon e5 the error of
irregularity is, or could have been, discovered,

(d) An objection (o the compstency of 8 witness, sdmissibility of
evidence, manner of taking the deposition, the form of questions and
answers, any oath or effismetion, or conduct of sny party at the
deposition is waived unless en objection is made on the record et the
deposition stating the specific ground of objection. Any objection
which & pasty wishes considesed by the Bomd at finel hearing shell be
included in 8 motion to suppress under § 1.656(h).

(e) Neothing in this section precludes teking notice of plain ervors
affecting substantiel sights elthough they were not beought to the
attention of en examiner-in-chief or the Boewrd,

[49FR 48471, Dec. 12, 1984, edded effective Feb. 11, 1985; SOFR
23124, May 31, 1985,]

>37 CFR<® 1.685 sets out how objections during the taking
of depositions must be raised. Under >37 CFR< 1.685(z), an
error inanotice of deposition is waived unless amotion to quash
the notice is filed as soon as the error is, or could have been,
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discovered. Under >37 CFR< 1.685(b), any objection to the
gualifications of the officer is waived unless (1) the objection is
noted on the record of the deposition before the witness begins
to testify or (2) if discovered afier the deposition, 2 motion to
suppress is filed as soon as the objection is, or could have been,
discovered. Under>37 CFR< 1.685(c), any error in the manner
in which testimony is transcribed, the transcript is signed by a
witness, or the ranscript is prepared or otherwise handled by the
court reporter is waived unless a motion to suppress is filed as
goon as the exror is, or could have been, discovered. Under >37
CFR< 1.685(d), any objection on the merits to the admissibility
of evidence (e.g., under the Federal Rules of Evidence) is
waived uniess an objection is made on the record at the deposi-
tion stating the gpecific ground of objection. Often objections
are cured by subseguent testimony. Accordingly, any objection
which a party wants the Board to consider at final hearing must
also be made the subject of a motion under >37 CFR< 1.656(h).

237 CFR<® 1.685(d) requires an objection to be stated on
the record. An objection tothe admissibility of evidence mustbe
stated on the record and a motion under >37 CFR< 1.656(h)
renewing the objection at final hearing must be filed. No longer
will a party be permiited to attend a deposition and fail to enter
an objection only to raise the objection at final hearing

A single examines-in-chief may rule on admissibility of evi-
dence “where eppropriate” and in “unusual” circumstances.
‘There are times during interferences where & motion in limine
can be helpful. For example, 8 junior pasty during its case-in-
chief may wish to examine a witness on a document which was
not served as required by >37 CFR< 1.673(b)(1). The senior
pasty objects and realizes that if the junior perty is pesmitted to
examine the witness on the document, extensive cross-exami-
nation uging numerous documents would be necessary. In ceder
toavoid wasting considerable time, the parties could contact the
examinez-in-chief by phone for a determination in limine on
whether the junios party should be able o examine the witness
on the document. Under the circumstances outlined the exam-
ines-in-chief in his or her discretion could cnter an order
excluding the document from evidence. The order would be
subjecttoarequestforreconsideration. See>37 CFR< 1.640(c).
Ordinarily, howeves, it would be expected that parties would
present evidence subject to objection. See >37 CFR< 1.675(c),
last sentence, Itisnotenvisioned thata single examiner-in-chief
will routinely rule on the admissibility of evidence.

2387 Additional Discovery [R-9]

37 CFR 1687 Additional discovery.
(8) A pasty is not entided to discovery except 63 eutherizad in this

(b) Where sppropriste, & pasty may obtain production of docu-
menits end things during cross-examination of an opponent’s withess or
during the testimony period of the pasty*s case-in-rebuttal.

(cy Upon e motion (§ 1.635) brought by a perty within the time set
by an exeminer-in-chief under § 1.651 or theveafier a3 authorized by §
1.645 end upon & showing that the interest of justice so requires, en
exemingr-in-chief may order sdditionsl discovery, es to muatters under
the contxol of & party within the scope of the Federal Rules of Civil
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Procedure, specifying the terms and conditions of such additionsl
discovery.
(d) The perties msy agres to discovery among themselves at any
time. hﬂwa&mofmamumumfmad&mﬂd:mv«y
ghall not be filed except &5 authorized by this subpart.
{49 FR 48471, Dec. 12, 1984, added effective Feb. 11, 1985]
[ ]

>37 CFR< 1.687 sets out how a party could seek and obtain
additional discovery. “Additional discovery” is defined in >37
CFR< 1.601(g). >37 CFR<*1.687(c) does not change the stan-
dard (“interest of justice™) for obtaining discovery.

Additional discovery obtained under a protective order
issued by either the PTO or a district court will not be admitted
in evidence in the PTO in determining the interference. All evi-
dence submitied in an interference mustbemade available to the
public under the provisions of >37 CFR< 1.11(a). Accordingly,
any protective orders have to be vacated before a document
could be admitted in evidence in the PTO which is subject o a
protective order. The following example illustrates how the
practice would work.

Exomple. Aninterference involves paty X end party Y. Duming the
intezfevence, party X files e motion for additionsl discovery under »37
CFR< 1.687(c) asking thet party Y be required to produce certain
documents. Pasty Y oppoees on the sole ground thst the documents
contgintrade secretend confidentisl information, Party Y indicates thet
it bus no objection to producing the documents for inspection by
counsel for party X, but insists that perty X not be permitied to inspect
the documents. Accordingly, party ¥ asks the examines-in-chief to

authorize the discovery subject to entry of & protective ordéz. Perty ¥ -

ergues, however, thet the senctions of >37 CFR< 1.616 we not
sufficient in the evert of a violstion of the protective erder. An
exsminer-in-chief concludes that sdditional discovery should be ¢e-
dered, that 8 protective order is eppropriste, end that the sanctions of
»37 CFR< 1.616 &e not sufficient in the event of 8 violation of the
protective crder. Underthe circumstences, the examines-in-chief would
enter an order directing pasty Y to produce the documents for inspec-
tionby counsel of perty X on the condition that party X seek production
of the documentsby asubpoena duces secumunder35U.S.C.24. Upon
izsuance of any subpoens, pesty Y could move the district coust for
entry of & protective order, If the district court enters the protective
crder, perty ¥ cenproduce the documents to counsel for penty X. i the
protective order of the examiner-in-chief is violated, an sppropriste
senction up to end including judgment may be entered by the Boed. In
eddition, perty Y would be in & position (o seck contempt of senctions
in the district court. The documents produced for inspection by counsel
for pasty X could not be sdmitted in evidence in the interference (until
the protective order is vecated), because those documents eze not
dacuments which can bemedes sveilable to the public under 537 CFR<
1.11(e}.

2388 Use of Discovery [R-9]

37 CFR 1688 Use of discovery.

(a) If otherwise admissible 8 party may intreduce into evidence, &n
answer 1o @ written request for en edmission or en enswer 1o 6 written
. imtervogetory obuined by discovery under § 1.687 by filing & copy of
the request for edmission or the written interrogetory end the snswez,
¥ the enswer reletes to 8 pasty’s case-in-chief, the snswer shali be filed
prioe to the close of testimony of the pentys case-in-chief, I the answer

2300 - 59

2390

reletes to the pariy’s rebuttal, the admission or answer ghall be fled
prior to the close of testimony of the party’s cese-in-rebutial, Unless
otherwise ordered by an exeminer-in-chief, eny written objectionto the
edminsibility of en enswer ghall be filed within lSdlysofmvmofthc
snswes,

(b)) A party msy not rely upon any other matter obtained by
discovery unless it is introduced into evidence under this subpart.

{49 FR 48471, Dec. 12, 1984, added effective Feb.11, 1985]

>37 CFR<* 1,688 seis out how a party can introduce into
evidence admissions and answers to interrogatories obtained as
a result of additional discovery.

>2390 Arbitration of Interferences [R-9]

35US.C. 135 Interferences
[ K § X X

(d) Perties o o patent interference, within such time as may be
specified by the Commissioner by regulation, may determine such
contest or any aspsct thereof by srbitration. Such arbitration ghall be
govemnad by the provisions of title 9 o the extent such tide is not
incongistent with this section. The parties chall give notice of any
ssbitration ewerd to the Commissioner, end such ewend shall, e
between the pasties to the esbiration, be dispositive of the issues to
whichitvelates. The asbitration awerd shell beunenforcesbleuntil such
notice is given. Nothing in this subsection shall preciude the Commis-
sione from determining patentability of the invention invelved in the
intezference.

(Added Nov. §, 1984, Public Law 98-622, sec. 105, 98 Stat. 3385.)

37 CFR 1.690 Arbitration of interfevences.

() Paxties o a patent interference mey deteeming the interference
og any espect theveof by srbitration. Such sxbitration shall be governed
by thepeovisions of Title 9, United States Code. The perties mustnotify
the Beard in writing of their intention to esbitrate. An agreement (o
ssbitrete mustbe in writing, specify theissues to be arbireted, thensme
of the exbitzator or & date not mors then thiny (30) days after the
execution of the egreement for the selection of the ssbitrator, and
provide thet the erbitretor’s eward shall be binding on the perties and
that judgment thereon esn be entered by the Board. A copy of the
agreement st be filed within twenty (20) days after its execution. The
pariies chall be solely responsible for the selection of the exbitrator and
disposed of by the exbiiretor will be resolved in acecrdance with the
procedures established in 37 CFR, Subpert E of Pant 1, #8 detssmined
by the examiner-in-chief,

(b) An arbitretion procseding under this section shell be conducted
within such time &s mey be suthorized on & ease-by-case basis by s
examiner-in-chief,

(¢) An esbitration eward will be givenno conideration unleseitis
binding on the pesties, is in writing end states in & cleer and definite
mangnee (1) the issue of issues erbitrated and (2) the disposition of eech
isgue. The swerd may include & statement of the grounds end reasoning
in support theseof. Unless otherwise ordered by an examines-in-chief,
the pasties shall give notice 1o the Board of en esbitration award by
filing within twenty (20) days from the date of the eward signed by the
azbitrator or exbitretoss, When en eward is timely filed, the sward shall,
&5 to the pasties to the arbitration, be dispositive of the issus or isguss
o which it reletes,

(d) An arbitration awerd shell not precluds the Office from deter-

' mining patentability of any invention involved in the interference.
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[52 FR 13838, Ape. 27, 1987)

Under 37 CFR 1.690 the arbitrator can determine issues of
patentability as between the parties but a determination by him
or her that the subject matter is patentable would not be binding
upon the PTO. If the arbitrator’s award holds that a party’s
ciaims corresponding to the count are unpatentable over prior
art orunder 35 U.S.C. 112, that determination would be binding
on that party vis-a-vis the party’s opponent and would result in
a judgment adverse to that party. The judgment, however,
would not discharge the duty that each party has under 37 CFR
1.56 to bring to the attention of the examiner in charge of its
respective application any prior art and/or reason relied upon by
the arbitrator in the determination of unpatentability.

It is the longstanding practice of the PTO to favor the
settlement of interferences and the PTO looks with favor on all
proper efforts in that direction as being conducive to the termi-
nation of the proceeding. See4 Rivise and Caesar, Interference
Law and Practice, § 861, p. 2956 (Michie Co. 1948) and the
Commissioner’s Notice of November 9, 1976, titled, “Exten-
sions of time and Filing of Papers in Interferences,” 953 Official
Gazette 2 (December 7, 1976). In this regard, the notice states
that

«&tipulations or motions for extensions of time under 37
CFR 1.245 will not henceforth be spproved or grented, respec-
tively, unless sccompanied by g detsiled ghowing of fects
sufficient to establish that the sction for which the extension is
sought could not heve been or cannot be taken or completed
during the time previously set therefor, and that the entire
extension sppears necessesy for the taking or completion of
that action. Since the Office favors the emicable setulement of
interferences, the fovegoingrequirement will beliberally epplied
inthe caseof e firstrequest forentension of timefor the purpose
of negotisting setilement.

Consequently, the examiner-in-chief may give favorable
consideration to a motion for an extension of time for purposes
. of setlement; however, a further motion for an extension for
that purpose would not be granted unless it is accompanied by
ascheduleofspecxﬁcdaxesshowmgthatdwpameswﬂlmake
a good faith effost to promptly terminate the proceeding. If
preliminary motions under 37 CFR 1.633 have not been filed,
the examiner-in-chief would not normally extend the time for
their filing merely for purposes of settlement. In these circum-
stances, the examines-in-chief would require that the prelimi-
nary motions be filed or that their filing be waived.

if the proceeding is in the testimony stage, the examiner-in-
chief could grant the parties’ motion 10 extend all the unexpired
testimony times to close concurrently on the date the recoed is
due provided they file a stipulation that any evidence o be
submitted will be in one of the forms specified in 37 CFR
1.672(e) end (f), i.e., affidavit testimony or a stipulation either
s to what a particular witness would testify 1o if called or the
facts in the case of any party.

Anglogously, the aforesaid practice would apply to arbitra-
tion. 37 CFR 1.690 requires that parties who intend to arbitrate
an interference notify the examiner-in-chief in writing of their
intention to arbitrate and file & copy of the arbitration agreement
within 20 days of its execution. Pursuant to 35 U.S.C. 135(c) an
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agreement to arbitrate is considered to be one “made in connec-
tion with and in contemplation of the termination of the interfer-
ence”. The agreement must be in writing and a copy filed in the
PTO within 20 days after its execution. The notification of
intention to arbitrate must be made in a separate paper. Merely
incorporating the notification in the agreement is not sufficient
to comply with 37 CFR 1.690(a). The parties also will be
required to adhere toa time schedule approved by the examiner-
in-chief such that the interference proceeding can be expedi-
tiously resolved so as to prevent the unnecessary posiponement
of the beginning of the running of the term of any patent
resulting from an application involved in the interference.
Pritchard v. Loughlin, 361 F.2d 483, 149 USPQ 841 (CCPA
1966).

If the parties desire to arbitrate an interference prior to the
close of the motion period, the examiner-in-chief will not
normally grant an extension of time for that purpose. The parties
will be required to file their preliminary motions under 37 CFR
1.633. Afier the motions are filed, the examiner-in-chief could
grant an extension only upon compliance with 37 CFR 1.645
which requires ashowing of “good cause.” Such a*“good cause”
showing would normally include a schedule, agreed to by the
parties, setting forth, inter alia, the dates for (1) executing the
arbmauonagrwnem. (2) determining priority and (3) terminag-
ing the interference.

37 CFR 1.650(a) requires that an arbm'auon agreement
inciude the following:

(1) The name of the arbitrator or a date certain (notmore than
30 days after the execution of the agreement) for his or her
selection.

(2) The issues to be decided by the arbitrator,

(3) A provision that the arbitrator’s award is binding on the
parties and that the Board can enter a judgment based thereon.

37CFR 1.690(c) requiresthatacopy of the arbitration award
be filed within 20 days from the date of the award or by a date
get by the examiner-in-chief,

If the proceeding is in the testimony stage und the parties
desire to arbitrate, the examiner-in-chief could grant a reason-
ableexiension for thatpurpose. A motion for afurther extension
for that purpose would not be granted unless it were accompa-
nied by a schedule, agreed to by the parties, setting forth, inter
alia, the dates for (1) executing the arbitration agreement, (2)
determining priority, and (3) terminating the interference. If the
parties were to submit the required schedule, & motion for a
further extension could be granted. If the parties file & copy of
the erbitration agreement and they agree that any evidence
submitted in the proceeding will be in one of the forme specified
by 37 CFR 1.672(e) or (f), the examiner-in-chief could give
favorable consideration to the parties’ motion that all the unex-
pired timeg be extended to close concurrently on the date the
record is due. By that date, the parties would be required to file
the arbitrator’s award and their records, if necessary for the
resolution of any issue not decided by the asbitratos. If the award
is not dispositive of all the issues in the interference, the
examiner-in-chief would set brief times so that the paities could
explain their evidence relating to any issues which the arbitrator
did not, or was unable to, decide. For example, the award might
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be dispositive of the issue of priority between the parties and
leave for the Board's determinstion the question of substimuting
anew countraised in a preliminary motion under 37 CFR 1.633.

The sxbitration award, filed by the parties, would be in the

nature of a final decision and should include the following:

(1) The style (e.g., Jones v. Smith), the number of the inter-
ference and the names of the real parties in interest,

(2) The subject matter in issue, i.e., the counts and a table of
counts, if necessary, indicating the relationship of the parties’
claims corresponding to each count and those claims not corre-
. sponding thereto.

(3) The issues for decision before the arbitrator.

(4) The arbitrator's decision. The decision may also include
a statement of the grounds and reasoning in support thereof.,

(5) A summary, if appropriate, indicating, inter alia, that
judgment should be awarded to one of the parties.

Any party to the arbitration can attack the award only in the
manner provided by 9 U.S.C.10 and 11. 9 U.S.C. 10 reads as
follows:

In either of the following ceses the United States court in and for
the district wherein the awerd wes made may make on order vacating
the swerd upon the spplicetion of eny perty to the erbitration—

(e) Where the awerd wes procured by corvuption, freud, oz undue
mewms,

(b) Where there was evident pertislity oz corruption in the esbitre-
tors, or either of them.

(c) Where the ebitretors were guilty of misconduct in refusing to
posipone the hesring, vpon sufficient canse shown, or in refusing to
hesr evidence pertinent and matesiel to the controversy; or of any other
wmighehavior by which the sights of eny party heve been prejudiced.

(é) Where the arbitrators exceeded tieir powers, or g6 imperfoctly
executed thern thet e mutual, final, end definite sward upon the subject
matter submitted wes not mads.

(¢} Where en award is veceted end Gis time within which the
sgreementirequired the award to bemadehas not enpived the coust may,
in it discretion, divect ¢ reheasing by the erbitrators, -

9U.SL. 11 reads as follows:

In either of the following cases the United States court in sand for
the district wherein the ewerd was made may make an order modifying
or comecting the ewerd upon the epplication of sny pasty @ the esbitre-
ot

{8) Where there was en evident materiel miscalevlation of figures
or an evident material mistake in the description of any person, thing,
or property referred to in the swerd,

(b) Wheze the axbitrators have ewerded upon e matter not submit-
ted to them, unless i is e matier not affecting the merits of the decisicn
upon the metter submitted.

(c) Where the award isimpesfoct in matter of form not effecting the
miesits of the controversy.

The order may modify end comect the awad, so as to effect the
intent thereof and promote justice between the pesties,

See, for example, Fairchild and Co., Inc. v. Richmond, F.
andP.R.Co.,S16F.Supp. 1305 (D.D.C. 1981). f suchanattack
were to be made by one of the pasties while the interference is
pending before the Board, the Board would not stay the intesfes-
ence. Rather, the Board would iseue its judgment in accordance
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with the award. So long as the award is in compliance with 37
CFR 1.690, it would carry the presumption that the arbitrator
acted correctly in making his or her decision and accordingly,
the perty designated by the award as the prevailing party would
be entitled prima facie to a judgment in its favor. If the dissat-
isfied party brings en action in an appropriate United States

district court and if the court vacates, modifies or corrects the

award, the Board would take action consistent with the court’s
findings. No action would lie in the PTO to vacate or correct an
arbitration award, unless all parties agreed in writing.

The followinyg examples illustrate the proposed practice of
the PTO concerning arbitration.

EXAMPLE 1
Arbitration Practice-Preliminary Stage

An interference is declared on or afier February 11, 1985, The ex-
aminer-in-chief sets & time in sccordance with 37 CFR 1,611 for filing
preliminary motions under 37 CFR 1.633 and preliminary etatements,
‘The perties decids to arbitrute the interference in sccordance with 37
CFR 1.690 end fils e motion for en extension of time 5o that they can
“frealy” exbitrate the interference, but donot file s waiver of theirright
o file motions,

‘The exemines-in-chisf would deny the motion becsuse the parties’
intention to abitrate, in and of iteelf, does not congtitute & chowing of
“good eause” within the mesning of 37 CFR 1.645(e). Even if e
perties file en sgreement 1o ebitute, the PTO would net grent any
extension of time to permit the pasties to “freely™ mbitete an interfer-
ence peior to the expiration of the time for filing preliminary motions.

EXAMPLE 2
Arbltretion Practice—Testimony Stage

An interferense is declered on or efier Feleuay 11, 1985. The ex-
emines-in-chief sets & time in sccordance with 37 CFR 1.611 for filing
peeliminary motions under 37 CFR 1.633. The perties file preliminssy
motions; the exsminer-in-chisf renders a decision thereon end sets the
westimony times. The perties file & notice of intent © abivate the
intezference under 37 CFR 1.650{e) mnd & motion for & one month
extension of the testimony times. The examiner-in-chief could grant
the motion, but would indicate that if the pasties file another motion for
en extension for that purpose, the motion must be eccompanied by a
schedule, sgreed to by the pariies, setting forth the dates for (1)
enecuting the erbitration egreement, (2) detesmnining priority and (3)

‘The pasties file & motion for en additionel one month extension of
tisne to penmit the pasties to whitrete the interference, Accompanying
the motion is s propoeed schedule of times and a copy of the ezbitration
egreement which provides, inter alia, (i) the name of the srbitrator o7
8 dets cestain for kis selection, (ii) thet the esbioretor’s ewerd will be
binding on the perties, (ili) the iseuss w0 be dacided by the asbitrator and
(iv) that the ewerd will be filed by the date the record is due. The parties
elao indicate thet the evidence to be filed in the procesding will be in
cusof theforms specifisd by 37 CFR 1.672(e) or (f). The exemines-in-
chief eould grent the motion end indicate that he or ehw will give
favorable consideration to & motion to extsnd ell the unexpired times
to close concurrently on the date the record is due should the parties
request such,

On the dame for filing e secoed, G pasties file the abivsor's
sward end their evidentisesy records, if necessary. The eward states (i)
the style snd nvmber of the interference and the roal parties in intesest,
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(ii) the subject matter in issue and the pasties” eleims which cosrespond
thereto and which do not correspondthereto, (jii) the issues for decision
before the erbitrator, (iv) the erbitrator’s decision (which may include
¢ tatement of the grounds and reasoning in support thereof) and (v) that
judgment should be swsrded to one of the perties. The examinez-in-
chief exemines the awerd to ensure that it complies with 37 CFR 1.630
and is dispositive of the issues in the interference which canbe decided
by the arbitrator. If the award is otherwise acceptable, the Board would
issue a judgment based on the award. If the award is not dispositive of
&)l the issues in the interference, the exemines-in-chief would deer-
mine how the interference will proceed.

EXAMPLE 3
Arbitretion Practice—Award Decldes Inlerference-ln-l"act
iszue and Junfor Party Takes No Testimony

An interference is declared on or afier Februmry 11, 1985. The ex-
smines-in-chief sets & time in eccordance with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1.633 and preliminary stetements.
‘The junior perty files & motion for judgment under 37 CFR 1.633(b)on
the ground thet theze is no intezference-in-fact between his cloims
corresponding to the count end his epponent’s cleims cosresponding
thereto. The exeminer-in-chief denies the motion, examines the pre-

During the testimony peried, the pasties decide 1o mbitrate the
interference, notify the exsminer-in-chief of their intentto mbitrate end
file en ebiration sgreement which is epproved by the exeminer-in-
chief. On the date for filing the record, the junior perty files the swerd
together with e motion requesting that the inteference be terminstedin
view of the ewerd. He or she does not fille s record. I his ot her award
the arbitrator holds that no interference-in-fact exisis between the
perties’ claims cosresponding to the count.

Themstion would be denied becguse the ewsed decides a matier of
patentability which would notresultin e judgment edvemsew ensof the
paties. Consequently, the junior perty would be placed under an ceder
toshow cause why judgmentundes 37 CFR 1.652 thould notbe entered
sgeinst him or her for his or her failure t5 file en evidentiery record by
the time get therefor. In response to the order, the junior party requests
final hearing to review the examines-in-chief's denisl of the motion for
judgment end  testimony period to show no interference-in-fact. The
examiner-in-chief would grant the junior perty”s request to the extent
that finsl heering is set end would deny the request for testimony
because the junior party alresdy hed the opportunity to take testimony
on the msster.

EXAMPLE 4
Arbltretion Practice=Cannot Declde Patentability

An interference is declered on or efies February 11, 1985. The ex-
aminer-in-chief eets 8 time in sccordence with 37 CFR 1.611 for filing
preliminary motions under 37 CFR 1,633 end preliminery ststements.
The junior pesty files s motion for judgment under 37 CFR 1.633(s8) on
the ground duat the claims corresponding to the count ere unpatentable
over prior 65t In his or her decision on motions, the exemines-in-chief
grants themotion end pleces both pasties under en order pursusnt 10 37
CFR 1.640(d)(1) to show cause why judgment should net be entered
egainst them as (o the count. In response to the ordes, the senior pesty
files s peper in sccordance with 37 CFR 1.640(e) purporiedly showing
good cause why judgment should not be entered in sccordance with the
order end & motion requesting permission to asbitrais the petentability
igsue. The exsminer-in-chief would deny the motion. The erbitretor is
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without euthority o establish vis-a-vis thepublic thetthe subject mater
of the count is petentable. Thus, the wbiration will sezve no useful
purpose. The Bosrd would consider the senior perty’s paper end enter
an gppropriste ordzer.

EXAMPLE §
Arbltration Practice—/Award After Declsior On Motions

An intesference is declered on or afier February 11, 1985, The ex-
amines-in-chief sets o time in sccordence with 37 CFR 1,611 for filing
preliminsry motions under 37 CFR 1.633 and preliminary statements.
The junior perty files e motion for judgment under 37 CFR 1.633(2)on
the ground thet the cleime corresponding o counts 1 and 2 ere
unpatentsble over prior art. In his or her decision on motions, the
examiner-in-chief grants the motion with respect to count 1, denies the
motion with respect 1o count 2 end places both pasties under &n order
parsuznt to 37 CFR 1.640(d)}(1) to show cauge why judgment should
not be entered ageinst them s to count 1. The senior party files e paper
in sccordance with 37 CFR 1.640(c); the junior party, & response
thereto. The Board considers the paper and the response thereto and
based on the record enters judgment sdverse to both perties es to count
1. Theresfier, the examiner-in-chief exemines the preliminery state-
mente and sets dates for taldng testimony end filing the record,

Duzing the testimony period, the perties decide 1o abitrate the
intezference, notify the examiner-in-chief of their intent to erbitrate and
file an arbifration sgreement which is spproved by the examiner-in-
chief. In his o her awerd, the erbitrator decides that judgment should
be awarded to the junior party. On the date for filing the record, both
pazties file the swerd wgether with & motion requesting thet the
interference be terminated in view of the award. No record is filsd,

Themotion would be grented end sccordingly it would be held thet
thesenior perty isnotentided to e patent containing cluims correspond-
ing to count 2.

EXAMPLE 6
Arblivetion Practice—Awerd Decldes Patentabliity

Animafami:declcedmcaﬁsl’ebmuy 11,1985, The ex- -
-m-chnefmunnummdmemﬂlﬂcml 611 for filing
preliminary motions under-37 CFR 1.633 and: statements.
No motions for judgment under 37 CPR 1.633 are filed end sfier the
examination of the preliminary statements, the examiner-in-chief cels
the testimony times.

During the testimony period, the pastics decids to asbitrate the
interference, notify the examines-in-chief of their intent to exbitrate end
file sn srbietion sgreement which is spproved by the exemines-in-
chief. In the eward, the esbitrator finds (1) that the evidence is
insufficiens to establish a prioe public use bar under 35 U.S.C. 102(b)
sgainst the junior penty, (2) that the cleims of the junior pesty corre-
sponding to the count ere patentable under 35 U.S.C. 103 over the price
a9t cited by the senior party to the junios party, end (3) thet judgment
oa priozity should be awarded to junior pasty. On the date for filing the
record, the perties file tieir records end the ewend together with a
motion requesting that the interference be terminsted in view of the
eward,

Themotion would be grented end sccordingly it would be hield that
the senior party is not entitled to & patent containing his or her claims
corresponding o the count. Afier the termination of the proceeding,
each party has the duty under 37 CFR 1.56 to bring befiore the primery
examiner the evidence concerning the purporied public use ber and the
prior at cited by the senior pasty and/or considered by the abitrator.
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EXAMPLE 7
Arbltration Practice—Award Grants Priority To Junior
Party Contingent Upon Granting Of Preliminary Moﬂon
Under 37 CFR 1.633(c)

An interference is declered on or after February 11, 1985, The ex-

aminez-in-chief sets & time in accordance with 37 CFR 1.611 for filing
preliminery motions under 37 CFR 1.633 end preliminary statements.
‘The junior pasty files a motion under 37 CFR 1.633(c)(1) to substitute
snother count. The examiner-in-chief denies the motion, exemines the
preliminery statements end sets the testimony tisnes.
. During the testimony period, the perties decide to arbitrete the
intesference, notify the exeminer-in-chief of their intention to arbitrate
and enter into an srbitration sgreement which is epproved by the
exeminer-in-chief. The egreement provides that any evidence © be
submitted by the perties will be in the form of a stipulation under 37
CER 1.672(e) end (f). The perties file & motion requesting that all the
unexpired testimony times be exntended to close concurrently on the
date the record is due. The motion would be granted.

On the date for filing the zecosd, the junior party files his or her
secord end the ewazd, The eward states, inter alis, thet if the Board &t
finsl hearing should grent the junior perty’s motion under 37 CFR
" 1.633(cX1) to substitute & new count, judgment should be awerded to
the junior perty based on the evidence. Otherwise, the swerd states thet
Jjudpment should be ewarded to the senior party.

The exemines-in-chief sets the brief times ed efier the filing
thereof the interference would be set for finel hesring ¢o that the Boerd
cun review the exeminer-in-chief’s denisl of the junior perty°s metion
under37 CFR 1.633(c) end issue en approprisie judgment besed on the
eward.

EXAMPLE €
Arbliration Practice~Award Attacked

An intesfezance is declared on or after February 11,1985, The ex-
eminee-in-chief sets ¢ time in eccordance with 37 CER 1.611 for filing
preliminery ractions under 37 CFR 1.633 snd preliminery statements.
Nogreliminary motions ere filed. The examiner-in-chief exomines the
preliminery statements end setz the wstimony times.

During the testimony pericd, the perties decide to arbitrate the
intesference, notify the examines-in-chief of their intention to erbitrate
and file en ubization egreement which is epproved by the exemines-
On the date for filing the record, both perties file their reconds. The
junior party files the ewerd which stetes that judgment should be
swarded to him or her end & motion for judgment based on that awerd.
‘The senior pesty files an opposition to the motion for judgment on the
M(:)ﬂmdwwndmmmofhw.(u)ﬂmdmwmwa
procured fraud or undue meens” in violation of 9
U.S.C. 10(e), and (jii) that the abitator exhibited “evident pertiality”
in viclation of 9 U.S.C. 10() ed was “guilty of misconduet ... in
refusing (o heer evidence pertinent and matesiel” to the interference,
citing 9 U.S.C. 10(c).

‘The Board would grant the judgment based on the ewesd, holding
that the senior pesty is not entitled © & patent containing cluims corre-
sponding to the count. So long es the awerd is in complisnce with the
provisions of 37 CFR 1.690, it would carry & presumption that the
etbitrator acted properly in ell veepects. Congsequently, before the PTO
the swerd is binding upon the pasties end the junior pezty is prima facie
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entitled 1o a judgment in its favor. Thus, no action lies in the PTO as
regards the mater reised by the senior party. The senior perty's ection
lies in en eppropriste United States district court and the FTO would
teke eny sction consistent with the court’s decision.

EXAMPLE 9
Arbliretion Practice—Award Cannet Modify Board®s
Finsl Decision

An interference is declared on or after February 11, 1985. The ex-
aminer-in-chisf sets a time in eccordance with 37 CFR 1.611 for filing
preliminszy motions under 37 CFR 1.633 end preliminary statements,
No motions ere filed. The exemines-in-chief exemines the preliminary
statements end seis the testimony times.

During the testimony period, the perties decide to arbitrete the
interference md enter into wn whitration sgreement. Neither pasty
notifies the examiner-in-chief of their intent to exbitrate nor do they file
acopyofthe egreementin the interference. Both parties timely file their
records end briefs. Both weive ordl exgument. The Bosrd enters a fing]
decision efier consideration of the evidence infaver of (he senior pasty.

‘The junior party requesis seconsidesation of the Board's final
dacision, submits e copy of the arbitration eward end moves thet the
Boerd set aside its final decision and enter judgment in his favor based
on the award. In support of its reguest, the junior perty cites 9 U.S.C.
9, which provides thes “eny party 1o the erbitration mey epply to the
court 20 specifisd for an crder confisming the ewerd” and 35 US.C.
135(d) which provides thet tide 9 epplies to interference exbirations.

‘The Board would deny the motion to set aside, The parties did not
comply with 37 CFR 1.690{g), ie., notify the examiner-in-chief in
writing of teir intention to azbitrate and fils & copy of the whbivation
egreement within twenty (20) days of its execution. The denisl of the
motion is en eppropriats senction under 37 CFR 1,616, Such setionby
the Board is considered consistent with long-standing interference
practice. Cf. Humphrey v. Fickert, 1904 CD, 447 (Comm's. Pats.
1904) wherein the Board, afier it had considered the evidanos, refosed
to get aside its awand of priority 1 Fickert end act upon the Fickest's
concession of priority in favor of Humphsey, the losing perty.

EXAMPLE 10
Asbitration Award Filed With Record-—No Notice
‘To Examiner-in-Chief

An inserference is declesed on or afier Februgry 11, 1985. The ex-
amines-in-chief sets o time in eccordance with 37 CFR 1.611 foe filing
preliminesy motions under 37 CFR 1.633 end preliminary statements.
Nomotions ere filed. The examiner-in-chief exemines the preliminary

Duzing the tastimony period, the pasties decids o ebimate the
interference end enter into an erbitration egreement. Neither party
notifies the examines-in-chief of the agreement. The junior party
timely files its vecord together with & copy of the esbitration awerd and
& motion for judgment based on the award,

The motion would be denied. Under the provisions of 37 CFR
1.616, the exeminer-in-chief would place both perties undes an order
1o show ceuse why judgment should not be reruiesed sgainst them for
their failure to comply with 37 CFR 1.690(e), i.e., feiling tonotify him
or her of their intent to erbitrate end file & copy of the wbitration
agreement.
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