piil] 02 Joiat
201.03 Cormection of Inveatorship in sn Application
201.04 Parent Applicetion
201.04(a) Original Application
201.05 Reissue Application
201.06 Division Application
201.06(a) Division-Continustion Program
. 201.06(b) File Wrappes Continuing Procedure
201.07 Continuation Applicetion
201.08 Continvation-in-Pert Applicetion
201.09 Substitute Application
201.10 Refile
201.11 Continvity Between Applications: Whea Entitled to Filing
Date
201.11(e) Filing of Continuation or Continustion-in-pert
Application During Pendency of International
Application Designating the United States
201.12 Assignment Cagries Title
- 201.13 Right of Priority of Foreign Application
201.13(2) Right of Priority Based Upon an Applicution for an
Inventoe's Certificate
201.13(b) Right of Priority Based Upon &n International
Application Filed Under the Patent Cooperation Treaty
201.14 Right of Priority, Formal Reguirements
201.14(a) Right of Priogity, Time for Filing Papers
201.14(b) Right of Priority, Papers Required
201.14(c) Right of Priority, Practice
201.14(d) Proper Identification of Priority Application
201.15 Right of Priority, Overcoming 2 Reference
201.16 Using Certificate of Comrection to Perfect Claim for Priority
under 38 USC. 119
202 Cross-Noting
202.01 In Specification
202.02 Notation on File Weapper of & Divisioneal, Continuation,
Continustion-in-Part, or Substitute Application
202.03 Notation On File Wrepper When Priozity Is Claimed for
Foreign Application
202.04 In Oeth or Declaration
* 202.05 In Case of Reissues
2063 Status of Applications
203.01 New
203.02 Rejected
203.03 Amended
203.04 Allowed oz in Issue
203.05 Abandosed °
203.06 Incomplets
203.07 Abendonment for Feilure to Pay Issue Fee
203.08 Stetus Inquiries
203.08(a) Coagressional and Other Official Inquiries

201 Types of Applications [R-11]

37 CFR 1.9 Definitions.
(a)AmonﬂapplwamnumdmtbnethmaUS
national for patent which was either filed in the Office
under 3§ U.S.C. 111 or which resulted from n interestional epplice-
tion after complisnce with 35 US.C. 371.
(b) An internstional epplicetion ws used in iz chepler meuns an
international epplication for petent filed under Ge Pateat Cooperation

BBEPED

(35 US.C. 111) vs. National
jcations (35 U.S.C. 371)

(n)ammmgmssmmm

plications under 35 U.S.C. 111 while unity of inven-
mmmmﬁ 1898.07(c) is applied to national
stage applications under 35 US.C. 371.

(2) National applications filed under 35 U.S.C. 111 without
an executed cath or declaration or filing fee are governed by the
notification peactice set forth in 37 CFR 1.53(d) while national
stage applications filed under 35 U.S.C. 371 without an cath or
declaration or national stage fee must be completed within 22
months from the peiority date 25 set forth in 37 CFR 1.494.

National patentapplications fall under threebroad types: (1)
applications for patent under 35 U.S.C. 101 relating © a “new
and useful process, machine, manufacture, or composition of
matter, etc.”; (2) applications for plant patents under 35 US.C.
161; and (3) applications for design pastents under 35 US.C.
171. The first type of patents are sometimes referred © as
“utility” patents or “mechanical” patents when being contrasted
with plant oc design patents. The specialized procedure which
pertains (o the examination of applications for design and plant
patents are treated in detail in Chapters 1500 and 1600, respec-
tively. National applications include original, plant, design,
reissue, divisional, and continuation ications (whichmay
be filed under >37 CFR 1.53, 37 CFR< 1.60, >37 CFR< 1.62),
and continuation-in-part applications >{which may be filed
under 37 CFR 1.53 or 37 CFR 1.62)<,

201.01 Sole

An application wherein the invention is presented as that of
a single person is termed a sole application.

20102 Joint [R-14]

A joint application isonein which the invention is presented
s that of two or more pezsons. >See MPEP § 605.07.<

201.03 Correction of Inventorship in an
Application [R-14]

Erps i w sy Tmsnmm
der3SUSC. llﬁ.>lfalemm:of%wweumvwmm
been named in an spplication but i is discovered Ghat correction
ofmmmmmy wphmmadvmﬁwomﬁm
andoning the application snd the filing of a continui
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cation under 37 CFR 1.53 with
named. This will eliminate the need for a petition for correction
of inventorship undes 37 CFR 148, See 3§ U.S.C. 120 and 37
CFR 1.78 regarding claiming the benefit of the (iling date of a
prior application.<

As the statute, 35 U.S.C. 116, requires that a showing be
made that the inventorship error arose without any deceplive
intention, the Office policy as set forth in the notice, Patent ard
Trademark Office Implementasion of 37 CFR 1.56, dated Sep-
tember 8, 1988, published in the Official Gazette oa October 11,
1988 at 1095 0.G. 16, waiving inquiry in regard to the practice
of frand on the Patent and Trademark Office or the attempt
thereof is not intended to waive inquiry as to any deceptive
intention on the part of the actual inventoe(s) as set forth in 37
CFR 1.48(a).

37 CFR 1.48 Correction of inventorship

(e) If the comect inventor or inventors are not named in &
application for patent through error without any deceptive intention on
the part of the actual inventor or inventors, the application may be
amended to name only the actual inventor or inventors. Such amend-
ment must be diligently made and must be accompenied by (2) &
pelition including a statement of fects verified by the original named
inventor or inveators establishing when the error without deceptive
intention was discovered and bow itoccurred; (b) an oath or declaration
by each actual inventor or inventors as required by § 1.63; () the fee
setforth in § 1.17(h); and (d) the written consent of any assignee. When
the application is involved in an interference, the petition shail comply
with the requirements of this section and shall be accompanied by a
motion under § 1.634.

(b} If the correct inventors are named in the application when filed
and the prosecution of the application results in the amendment or
cancellation of clsims so that less then all of the originally named
inventors are the actual inventors of the invention being claimed inthe
application, an amendment shall be filed deleting the names of the
person or persons who are notinventors of the invention being claimed.
The amendmentmust be diligently made and shall be sccompanied by:

(1) A petition including e statement identifying each named
inventor who is being deleted and ecknowledging that the inventos's
invention is no longer being claimed in the application, and

(2) The fee set forth in § 1.17(h).

(c) If an application discloses unclaimed subject matter by an
inventor or inventors not named in the applicetion, the epplication may
be amended pursusnt to paragraph (a) of this section t edd claims ©
the subject mattzr end name the correct inventors for the application.

37 CFR 1.48(a)

Under 37 CFR 1.48(a), if the correct inventor or inventors
are not named in an application for patent, the application can be
amended to name oaly the actual inventior or inventors so long
as the egrror in the naming of the inveator o inventors occurred
withoutany deceptive intention on the part of the actusl inventor
or inventors. 37 CFR 1.48 (a), requiges that the amendment be
diligently made and be accompanied by (1) a petition including
1 statement of facts verified by the original named inventor o¢
inventors establishing when the error without deceptive inten-
tion was discovered and how it occurred; (2) an oath or decla-
ration by each actual inventor or inventors as required by 37
CFR 1.63; (3) the fee set forth in 37 CFR 1.17(h); and (4) the
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Mmmmwmwmﬁmwmﬂ.mmmvmm
a sole inventor to joint inventors (o include the original sole
inventor, erroncously identified joint inventors to different but
actual joint inventors; ervoneously identified joing inventors @
adifferent, but actual, sole inveator. Ineach instance, however,
the Office must be assured of the presence of innocent emor,
without deceptive intention on the part of the wue inventor or
inventoss, before permiting amendment.

The required “statement of the facts verified by all of the
original applicants” must include at the least, a recital of the
circumstances, including the relevant dates, of (1) the emror in
naming the actual inventor or inventoss and (2) the discovery of
the error. For those situations where the eeror in inventorship
included the execution of an oath or declaration under 37 CFR
1.63 naming an impeoper inventive entity the verified state-
ments by the original named inventors who had so executed the
oath or declaration must explain whether they bad reviewed and
understood the contents of the specification including the claims
as amended by any amendment specifically referred to in the
oath or declaration (as set foeth in 37 CFR 1.63) and whether
they had reviewed the oath or declaration prior to its execution
and if so how the error had occurred in view of such reviews.
Without such showing of circumstances, oo basis exists fora
counclusion that the application bad been made in the names of
the original sole or joint applicant(s) “through error and without
any deceptive intention”, and no foundation is supplied for a
ruling that the amendment w remove the names of those not
inventors or include those to be added as inventors was “dili-
geatly made.”

On the matter of diligence, attention is directed w the
decision of the C.C.P.A. in Van Outeren v. Hafner, 757 0.G.
1026, 126 USPQ 151 (CCPA 1960).

Petitions under 37 CFR 1.48(a) are generally decided by the
primary examiner with the following exceptions:

- In national applications filed under 35 US.C. 111, 37CFR
1.53(d) wherein the petition has been filed prioe to issuance of
the filing receipt in timely response to a Notice to File Missing
Parts of Application from Application Division (decided **in
the Office of **>Special Program Examination<)

- When the application is involved in an interference, MPEP
§ 2334 (decided by the Board of Patent Appeals and Interfer-
ences)

- In national stage applications filed under 35 US.C. 371
(decided **>in the Office of Special Program Examination<)

Whmacmmwdbyapemmduﬂﬂ’kll%
reguesting waiver of a requirement under 37 CFR 1.48(a),
gmﬂylkkuﬁedmofmuymmgmm
inventor (decided **>in the Office of Petitions<)
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- Any attempt to effect a second conversion under 37 CFR
1.48(a) (decided by the **>Croup Direciore).

- All petiions under 37 CFR 1.48 whese 8 ¢
deceptive intenthas been raised (e.g., submissionofane wod
declaration under 37 CFR 1.63 wmaBmamma{
its execution and/or submission that the inventive emlity set
forth therein is improper (decided **in the Office of **>Special
Program Examination<),

The provisions of 37 CFR 1.312 apply to petitions for
correction of inventorship after allowance and before issue.
Where the petition is dismissed or is denied, the examiner must
determine whether a rejection under 35 U.S.C. 102(f) or (g) is
appropriate. If so, the application must be withdrawn from issue
and the rejection made.

When a typographical or transliteration error in the spelling
of an inventor's name is discovered, a petition under 37 CFR
1.48(a) is not required, nor is anew oath or declaration under 37
CFR 1.63 needed. The Patent and Trademark Office should
simply be notified of the error and refereace to the notification

- paper will be made on the previously filed declaration by the
Office.

When any correction or change is effected, the file should be
sent to the Application Division for revision of its records and
the change should be noted on the original oath or declaration by
writing in red ink in the left column “See Paper No. __
inventorship changes”. >See MPEP § 605.04(g).<

Where a person is substituted, added or removed as an
inventor during the prosecution of an application before the
Patent and Tradcmark Office, problems may occur upon appli-
cant claiming U.S. priority in a foreign filed case. Therefore,
examiners should acknowledge any addition or removal of
inventors made in accordance with the practice under 37 CFR
1.48 and include Form Paragraph 2.14 in the next communica-
tion to applicant or his atiorney. (Copy on page 200-6).

The grant or denial of the petition may result in the loss of
inventorship overlap between a pasent application and a con-
tinuing application and the consequent inability to claim benefit

-in the continuing application of the parent application’s filing
date under 35 U.S.C. 120. Intervening references must then be
considered.

For correction of inventorship in a patent, see 37 CFR 1.324
>and MPEP § 1481<.

In cases when an inventor's name has been changed after the
application has been filed, see MPEP § 605.04(c).

Applications filed under 37 CFR 1.53(b)

Applicants should note that it is Office practice to delay the
issuance of the filing receipt (which lists the inventive entity)
applications filed under 37 CFR 1.53(b) when a petition under
37 CFR 1.48(a) bas been filed until decision thereof. However,
Certification Branch will provide a certified copy of the appli-
cation as filed with the original named inventive entity prioe @
the issuance of a decision on the petition by the >Office of<
Special Program *>Examination<, which copy may be suffi-
cient for many foreign filed applications claiming priority of the
U.S. application’s filing date.

200-3
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from the filing date of the applicatior ammmm

available under 37 CFR 1.136(a) and possibly additional tme
under 37 CFR 1.136(b). Failure to timely execute the applica-
tion as originally filed or to timely file the petition will resultin
abandonment of the application®*. The petition, although de-
cided by the >Office of< Special Program *>Examinsation<,
should be mailed to the Special Handling Unit of Application
Division @ be maiched up with the application.

Example

Application filed naming A+B under 37 CFR 1.53() with-
out an executed declaration under 37 CFR 1.63. Claims 1 apd
2 age present. B has contributed oaly to claim 2.

B refuses 0 execute declaration under §1.63.

Canceliation of claim 2 by peeliminary amendment, submis-
sion of an executed declaration under 37 CFR 1.63 by A only
and a petition under 37 CFR 1.48(b) to delete B in respouse o
the “Notice to File Missing Parts of Application™ will result in
abandonment of the application. The application as filed must
be executed. 37 CFR 1.48(b) is only applicable when prosecu-
tion (on the merits) results in canceled claims.

A petition under 37 CFR 1.47 onbehalf of B orrefiling of the
application with oaly claim 1 and naming only A are available
remedies.

Declarations under 37 CFR 1.63 by the original named
inventors should not be executed or submitted merely o timely
complete filing requirements in response o a “Notice to File
Missing Parts of Application” where an emor in inventorship
has been discovered or signed by someone who cannot properly
make the avenments therein. Additional time to respond to the
Notice with an appropriate petition under 37 CFR 1.48(b) w
correct inventorship is available under 37 CFR 1.136(a) and
possibly under 37 CFR 1.136(b).

Applications that are originally filed under 37 CFR 1.53()
with “et al” as past of the inventive entity (e.g., Joaes et al) have
not named all the inventors as is required to obtain a filing date
(37 CFR 1.41(2)). A petition under 37 CFR 1.48(a) to change
inventorship (e.g., Jomes + Smith) is wot sppropriate. The
application as originally filed was incompleie and a notice

.mmmmmwmmmmmmm

memohmnaﬁhngm”ofmmumwm
md'l‘ndmkmﬁceufm:espmemmaymm @ the

pissioner for Patents®®. >Where
Rev. 14, Now. 1992



201.03

the application as filed appears (o set foeth a complete
entity, however, apeﬁmumde:ﬂ%lma)is

correction of inventorship since a higher level of s¢
appeopriate.<

Verified Statemens of Facts

37 CFR 1.48(a) requires a verified statement of facts from
each original named inventor. Verification must be accom-
plished by an oath (such as by a notary) or a declaration which
refers to and incorporates the language of either 37 CFR 1.68 ¢
28 U.S.C. 1746 (MPEP § 602). Statements from others includ-
ing aregistered United States patent attorney or agent need only
be over the attommey’s oc agent's signature, Any statement from
a foreign attorney or agent not registered befose the U.S. Pateat
and Trademark Office must be verified.

Where a sitnilar inventorship error has occusred in more
than one application for which comection is requested (e.g.,
parentand continuation thereof) wherein petitioner seeks torely
on identical verified statements of facts and exhibits, only one
original set need be supplied if copies are submitted in all other
applications with a reference to the application containing the
originals (original oaths or declarations under 37 CFR 1.63 and
written consent of assignees along with separate petition fees
must be filed in each application).

On very infreguent occasions the requirements of 37 CFR
1.48(a) bave been waived upon the filing of a petition and fee
under 37 CFR 1.183 (along with the petition and fee under 37
CFR 1.48(3)) to permit the filing of a verified statement of facts
by less than all the original named inventors. In re Cooper, 230
USPQ 638, 639 (*>Dep.< Assist. **>Comm'r Pat.< 1986).
However, such 2 waiver will not be considered unless the facts
of record unequivocally support the correction sought, In re
Hardee, 223USPQ 1122, 1123 (**>Comm't Pat.< 1984). As 37
CFR 1.48(a)is intended as a simple procedural remedy and does
not represent a substantive determination as to inventorship,
issues relating to the inventors’ or alleged inventors’ actusl
coutiibutions to conception and reduction o practice are not
appropriate for considerations in determining whether therecord
unequivocally supports the comrection sought.

Where the named inventors would bave no knowledge of
how the error occurred and the nature of the esror indicates what
the correct inventive entity should have been, such as aclerical
error made in the patent attorney' s or agent’s office in transcrib-
ing instructions from a client, waiverunder 37 CFR 1.183 would
be appropriate if accompenied by a verified statement by the
parties with first hand knowledge of how the error occurred and
any supporting evidence. A statement from the original named
inventors stating that they have no knowledge of how the eror
occurred and that they agree with the requested correction may
also be required.

In those situations whese an original named inventos refuses
to submit & statement supporting the addition or deletion of
another inventor and that original named inventor has assigned
his or her entire right or interest t0 an assignee whobas givenits
consent to the requested correction, waiver would be appropri-
ate upon a showing of such refusal and assignment if the Patent
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as no correction would be uceded. Benefit of me wem
application’s filing date would be available under 35U.S.C. 120
provided there is ot least one inventor overlap between the two
applications. (Note: a sole to sole correction would not obtain
benefit under 35 U.S.C. 120.) Where the desired correction is
deletion of an inventor the application may be refiled under the
provisions of 37 CFR 1.60 and 37 CFR 1.62 as an alternative o
filing undeg 37 CFR 1.53 and 35 U.S.C. 111 where the paremt
application is a complete application under 37 CFR 1.51(a}(2)
including the grant of any petition under 37 CFR 1.47 (usually
pot the case with initial filings under 37 CFR 1.53(b)). For
addition of an inventor the application must be filed under 37
CFR 1.53 and 35 USC. 111,

Qash or Declaration

An oath or declaration under 37 CFR 1.63 by each actual
inventor must be presented. While each inventor need not
execute the same cath or declaration, each oath or declaration
executed by an inventor must contain a complete listing of all
inventors so as to clearly indicate what each invenior believes to
be the appropriate inventive entity.

>While 37 CFR 1.47 does not apply o the requirement for
verified statements from each originally named inventor,< 37
CFR 147 is available to meet the *requirement >for an oath or
declaration under 37 CFR 1.63< as forexample where A, B and
C were originally named and D who refuses to cooperate istobe
added. The verified statements need be supplied only by A, B
and C. In those instances wherein petitions undes 37 CFR
1.48(a) and >37 CFR< 1.47 have been filed peior to issuance of
the filing receipt, the Patent and Trademark Office will fizst
issue a decision on the petition under 37 CFR 14%(@) soas o
determine the approgriate cath or declaration under 37 CFR
1.63 required for the petition under 37 CFR 147.

The cath or declaration submitied subsequent to the filing
date of an application filed under 37 CFR 1.53(b) must clearly
identify the previously filed specification & is intended o
execute, see MPEP § 601.01. Where a specification is atached
w0 the oath or declaration the cath or declaration must be
mmmw:mmmmwmwa
copy of the specification and any amendment
mﬁbdmmomwmmwobMaﬁlmgdmmme
application. Such statement must be & verified siatement if
made by a person not registered w practice before the Office.

Fee
Where waiver under 37 CFR 1.183 is requested in relation
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08 under 37 CFR 1.48(a) petition
37 CFR 1.48(a) and >37 CFR< 1.183 are req

cation a separate petition fee must be submitted
tion in which correction is

If the petition feehasmbeeuwbmaedmwmemwm
petition will be dismissed and arejection under 35 U.S.C. 102()
or (g) considered.

Written Consent of Assignee

The written consent of every existing assignee must be
submitted. 37 CFR 1.48(a) does not limit assignees to those who
are recorded in the Patent and Trademark Office recoeds. The
Office employee deciding the petition should check the file
record for any indication of the existence of an assignee (6.g.. a
small entity statement from an assignee.)

Where no assignee exists petitioner should affirmatively
state that fact. If the file record including the petition is silentas

. to the existence of an assignee it will be presumed that no

assignee exists. Such presumption should be set forth in the
decision to alert petitioners to the requirement.

The dtle of the party signing on behalf of a corporate
assignee and the authority to do so should be set forth in the
written consent. >Consent of a corporate assignee may be
signed by an offiicer (e.g., president, vice president, secretary or
treasuser) of the corporation of may include a statement in oath
or declaration form that the person signing the consent has
authority to do so. Furthes, the assignee must establish its
ownership of the application in accordance with 37 CFR 3.73.<

Continuing Applications

On filing a continuing application under 37 CFR 1.60 0r >37
CFR< 1.62, itshould not be assumed thatan error in inventorship
made in a parent application was in fact corrected therein in
response (0 a petition under 37 CFR 1.48(a) unless a decision
from the Patent and Trademark Offfice to that effect was re-
ceived by petitioner. For example, a petition to add an inventor
toaparent application that was not acted on (e.g.. filed after final
rejection) or was denied will cause the filing of a 37 CFR 1.60
or >37 CFR< 1.62 application o be improper if an additional
inventor is named. A continuing ion naming the addi-
tional inventor can be filed under 37 CFR 1.53 and 35 US.C.
111 with a request foe priority undes 35 U.S.C. 120 without the
need for a decision oa the petition.

Should an error in inventoeship in a parent application be
discovered when preparing to file a continuing application, the
continuing application may be filed with the correct inveative
entity without the need forapetition under 37CFR 1.48(a) iz the
parentor continuing application provided the parent application
is to be abandoned on filing the continuing application. The
continuing application must be diligently filed either under 35
U.SC. 111 or under 37 CFR 1.60 or >37 CFR< 1.62 where
inventoss are not to be added and where the parent application
is a complete application under 37 CFR 1.51(a) and any petition
under 37 CFR 1.47 has been granted. The continuing applica-
tion may be filed under 37 CFR 1.60 and >37 CFR< 1.62 where

200-5
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continuing application, actwal inventorship is C +D thereby
ehmmgmvmmmowhpmdmuumgmammty
claim under 35 U.S.C. 120 if ervoris not corrected in abandoned
parent application as well as in continuation application).

§ 2.13 Corvection of lnvertorship under 37 CFR 1.48(a), Insufficiens

The petition to correct the inveninrehip of this application under 37
CFR 1.48(a) is deficient because [1]

Ezsminer Note:
1.This peragraph should only be used in response (o requests ©
corvect & g5pox in the neaming of the proper inventors. If the requestis
mezely to delete en inventor because claims were canceled or amended
such that the deleted inventor is no longer an actuel inventor of any
claim in the application, use paragraph 2.13.1 instead of this peragraph.
2. A primsry examines may pp} decide the petition if:

() the petition is also sccompanied by a petition under 37 CFR
1.183 requesting waiver of one of the requirements explicily set forth
in 37 CFR 1.48(s) (typically arefusal of one of the original named
inventors to execute the reguired statement of facts) - the petition for
cogrection of inventorship and request for waiver of the rules should be
forwarded to the Supsrvisory Petitions Examiner in the Office of the
Deputy Assistant Commiseioner for Patents; or

(b) it represents an aitempt to effect & second conversion under
37 CFR 1.4%(a) - the second stlempt saust be returned W the group
director

3. Insest one or more of the following reasons in the brackel:

“the stalement of fects by the originally numned inventor op
inventors is insufficient.” (explanation required, e.g., the statement
of facts fails to enplain bow the inventorship error eccurred in view
of the review of the specification including te claims end under-
suanding thereof by the original nemad inventors when executing
the cath or declaration under 37 CFR 1.63, which iz set forth
therein);

“ep oath or decleration by each ectual inventoror inventors bas

B0t been submitied™;

“it lacks the required foe under 37 CFR 1.17(0)";

i lacks the wrilten consent of any sssignee™;

“the amendment bas not been diligently filed” (explenstion

required).
§2.13.1 Corvectionof lnventorship under 37 CFR 1.48(b), Insufficiens
‘The petition requesting the deletion of an inventor in s applica-
tion under 37 CFR 1.48(b) is deficient becanse [1]
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Ezeminer Note:
mvbmlycmtbmmmum;mmclmhaw
been amended or cancaled such that b or she is no loage & inventor
of any remaining cleim in the spplication. If the inventorship is being
corrected because of en grrog in naming the comect inventors, ude
peragraph 2.13 instead of this peagraph.

- Arejection under 35 U.S.C. 102(f) or (g) must be considered if the
petition is denied.

- The grant or denial of the petition may result in the loss of
inventorship overlep between a parent application and e coatinuing
application and an inability to claim benefit in the continuing applice-
tion of the parent applications filing date under 35 U.S.C. 120. Intee-
vening references must then be considered.

2.Insert one or move of the following reasons in the bracket:

“the petition hes not been diligendy filed” (explenation re-
quired).;

“the petition lecks the statement required under 37 CFR
148(bXD)":

“jt lacks the required fee under 37 CFR 1.17(b)".

§2.13.2 Correction of [nvensorship under 37 CFR 1.48(c), Insufficient

The petition to correct the inventorship in this application undez 37
CFR 1.48(c) requesting addition of an inventoz(s) is deficient because
(m

Ezzmizer Note:
See paregraph 2.13

§ 2.14 Correction of inventorship Sufficiens

In view of the papers filed [1), it bas besn found that this spplica-
tion, as filed, through error and without any deceptive intent, improp-
erly set forth the inventorship, and sccordingly, this application has
been corrected in compliance with 37 CFR 1.48. The inventogship of
this application has been changed by [2).

Exsminer Note: ,
in bracket 2, insert explanation of cosrection made, including
addition or deletion of spproprisie numes.

For correction of inventorship in a patent, see 37CFR 1.324
>and MPEP § 1481<.

37 CFR 145(b)

37 CFR 1.48(b) provides for déleting the names of persons
originally properly included as inventors, but whose invention
is no longer being claimed in the application. Such a situation
would arise where claims have been amended or deleted be-
cause they are unpateniable or as a result of a requirement for
restriction of the application 0 one invention, or for other
reasons. A petition under 37 CFR 1.48(b) w0 delete an inventoe
would be appropriate prioe 10 an action by the examining group
where it is decided not to pursue particular aspects of an
inveation attributable to some of the original named inventors.
However, a petition under 37 CFR 1.48(b) is not an available
means (0 avoid execution of the application as originally filed
under 37 CFR 1.53(b) situstions. Public Law 98-622 and 37
CFR 1.48(b) change the result reached in Ex parte Lyon, 146
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the change should be noted on the original oath ordeclaration
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inventoeship changes”. See MPEP § 605.04(g).<

37 CFR 148(c)

37 CFR 1.48(c) provides for the situstion where an applica-
ticn discloses unclaimed subject matter by an inventor or
inventors not named in the application as filed. In such a
situation, the application may be amended pursuant @ 37 CFR
1.48(a) to add claims to the subject matter and also to name the
correctinventors for the application. The claims would be added
by anamendmentand, in addition, sn amendmentpursuant to 37
CFR 1.48(a) would be required o coerect the inventors named
in the application. Any claims added to the application must be
supported by the disclosure as filed and cannot add new magter.

201.04 Parent Application

The term “parent” is applied t an earlier application of an
inventor disclosing a given invention. Such invention may or
may not be claimed in the first application. Benefit of the filing
date of copending parent application may be claimed under 35
US.C. 120.

201.04(s) Original Application

“Original” is used in the patent statute and rules to refer to
an application which is not a reissue application. An original
application may be a “figst” filing or a continuing application.

201.0S Reissue Application

Areissue application is an application for apatentto take the
place of an unexpired patent that is defective in some one of
more particulars. A detailed treatment of reissues will be found
in chapter 1400.

201.06 Division Application [R-14]
4 later application foc a distimt o mmm -mm,

isknownas adivisional spplication or “division” Itmybeﬁm
pursuant o 37 CFR 1.53, >37 CFR< 1.60 or >37 CFR< 1.62.
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| application.

In the interest of expediting the processing of newly filed
divisional applications, filed as a result of a restriction require-
ment, applicants are requested (o include the appropriate Patent
and Trademark Office classification of the divisional applica-
tion and the status and location of the parent application, on the
papers submitted. The appropeiate classification for the divi-
sional application may be found in the Office communication of
the parent case wherein the requirement was made. It is sug-
gested that this classification designation be placed in the upper
right hand comer of the letter of transmittal accompanying these
divisional

applications.
Use Form Paragraph 2.01 to remind applicant of possible
division status.

§2.01 Definition of division

This epplicstion appears o be a division of spplicetion Serial No.
[1) filed [2). A later application for s distinet or independent invention,
caved out of & pending epplication and disclosing and claiming only
subject matizr disclosed in the ealier or parent epplication, is known
es & divisiona! epplication or “division”. The divisional applicetion
ghould set forth only thet postion of the easlier disclosure which is
gezmane o the invention as claimed in the divisional spplication.

Ezeminer Note:
1) In brecket 1, insert the serial No. of parent spplication.
{2) In bracket 2, insest the filing dats of pasent spplication.

A design application may be considered to be a division of
autility application, and is entited to the filing date thereofif the
drawings of the earlier filed utility application show the same
article as that in the design application sufficiently to comply
with 35 U.S.C. 112, fisst paragraph. Howeves, such adivisional
design application may ooly be filed under the procedure set
forth in 37 CFR 1.53, notunder 37 CFR 1.60 0e>37 CFR< 1.62.
See MPEP § 1504.20.

While a divisional spplication may depert from the phrase-
ology used in the parent case there may be no departure
therefrom in substance or varistion in the disclosure that would
amount ¢ “new matter” if introduced by amendment into the
parent case. Compare MPEP *§ 201.08 and >§< 201.11.

For notation to be put on the file wrapper by the examines in
the case of a divisional application see MPEP § 202.02.

201.06(a) Division-Continuation Program

[R-14]}
37 CFR 1.60. Comtinmation or divisional epplication fov invention
disclosed in @ prior application
(e) **>{Reserved]<
(b) An spplicant may omit signing of the oeth or declerastionina
continustion or divisional >{{iled under Ge condilicns

specified ia 35 USC. 130 o 121 and § 1.78(a))< if (1) o price
epplicetion wes & complele spplication es set forth in in § 1.51(e),
(2) spplicent Sindicaies thes (e eppiication Is belng filed purwosnt ©
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unsadments reducing the number of clelms oradding sveference o the
prioe epplication(§ L. 78(e)) will be cateced befors caloulating the filing
fee end granting of G filing dete. If e continustion or divisional
epplication is filed by less than ull the inveator vamed ia the prior
applicalion> < e stafement must sccompany the spplicelion when filed
requesting deletion of the names of the person or persons who afe not
inventors of te inventioa being claimed in s continuation or divi-
sioaal application. >If a tue copy of te prioe applicetion as fled is mot
filed with Gie epplication or if the stalement thet tie application papers
age & e copy is omitted, the spplication will not be givea s filing due
earlier then the date upon which the copy and statement are filed, unless
a petition with te fee set forth in § 1.1%(i)(1) is filed which satisfecio-
rily expleing the delsy in filing thess items.

(c) If en application filed pursusnt o peragreph (b) of this section
is incomplete, epplicant will be notified end given & teme period within
which © completa the epplication in order to obtain e filing dete as of
the date of filing (e omited iem provided the omitted item is filed
before patenting or ehundonment of or terminetion of proceedings ca
the prive application. If the omission is not cormected within the time
period set, the epplication will bereturned or otherwise disposed of the
fee, if submitted, will be refunded lese tie bandling fes vet forth in §
1.21(n).<

(Peze. (o) daleoted, pare. (b) smended & pere. (c) edded, 54 FR 47519, Nov.
18, 1989, effective Jen. 16, 1990]

37 CFR 1.60 PRACTICE

The 37 CFR 1.60 practice was developed @ provide a
proceduse for filing & continuation or divisional application
where hardshipe existed in obtaining the signature of the inven-
tor om such an spplication during the pendency of the peioe
application. It is suggested that the use of the 37 CFR 1.60
practice be limited ® such instances in view of the additional
work reguired by the Office to enter preliminary amendments.
If no hardship exists in obtaining the signature of the inventor,
the application should be filed under 37 CFR 1.53, not under 37
CFR 1.60. It is pointed out thet a continuation or divisional
application may be filed under 37 CFR 1.53,>37CFR< 1.60 0
>37 CFR< 1.62.

370’Rlﬁﬂmﬁcepuﬂmwmhmgmm¢zym
prosecute apeior copending application to file a continustion
Wmmmmmmwam
execule @a oath or declarstion wnder 35 US.C. 118, if the
coutinuation or divisional application is an exact copy of the
peior application s executed and filed. Itisnotnecessary tofile
avew oath o declarstion which includes areference to the non-
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merely to include a reference to the duty of discloss

pareat application was filed peioe to January 1, l%cxw
indicate that the inventor has reviewed and understands the
contents of the application if the parent application was filed
prior to October 1, 1983,

Where the immediate prior application was not signed (for
example, where it was filed under the former 37 CFR 1.147 or
current 37 CFR 1.60 or 37 CFR 1.62 practice), acopy of the most
recent application baving a signed oath or declaration in the
chain of copending prior applications under 3§ U.S.C. 120 must
be used.

The basic concept of 37 CFR 1.60 practice is that since the
inventor has already made the affirmation required by 35 U.S.C.
115, it is not necessary to make another affirmation in a later
application that discloses and claims ouly the same subject
matter. It is for this reason that a 37 CFR 1.60 application must
be an exact duplicate of an earlier application executed by the
inventor. It is permissible to retype pages to provide clean
copies.

37 CFR 1.60 APPLICATION CONTENT

As mentioned previously, a 37 CFR 1.60 application must
consist of a copy of an executed application as filed (specifica-
tion, claims, drawings and oath or declaration). >The applica-
tion must also include a clear indication that a filing undes 37
CFR 1.60 is desired.< The use of transmittal form
*>PTO/SB/13< is urged since it acts as a checklist for both
applicant and the Office >and includes a specific request for
application under 37 CFR 1.60<. If an application is filed undes
37 CFR 1.60, all requirements of that rele must be met,

Although a copy of all original claims in the prior applica-
tion must appear in the 37 CFR 1.60 application, some of the
claims may be canceled by request in the 37 CFR 1.60 applica-
tion in order to reduce the filing fee®*® (see form
+5PTQ/SB/13<, item *>5<). Any preliminary amendment pre-
senting additional claims (claims not in (he prioe epplication as
filed) should accompany the request for filing an application
under 37 CFR 1.60, but such an amendment will not be entered
until after the filing date has been granted. Any claims added by
amendment should be numbered consecutively beginning with
the number next following the bighest numbered original claim
in the prior executed application. Amendments made in the
prior application do not camy over into the 37 CFR 1.60
application. Any preliminary amendment should accompeny
the 37 CFR 1.60 application and be directed to “the accompany-
ing 37 CFR 1.60 application™ and not to the prior application.
>Applicants should submit preliminary smendments on filing
o promplly thereafter (o assure examiner consideration whea
the 37 CFR 1.60 application is picked up for examination.<

Al application copies must comply with 37 CFR 1.52 and
must be on paper which permits entry of amendments thereon in
ink.

Rev. 14, Nov. 1992

“I#‘mybeaddedm&ecmyefmw« deciaration
mmr«mﬁmwmmmoﬁmm
or declaration was signed.

mmmmaﬁmmmnmnwamm
aawmgsmdmm«decmm.mmﬁMmbe ubmitted,
Ifaﬂmmm&s&m%mdyisbymyofmmm
w537 CER 1.60(b)< and payment of the fee under **>37CFR
L17(iN1)e.

Claims for priosity rights under 35 U.S.C. 119 must be made
in 37 CFR 1.60 applications if it is desired to have the foreign
priority data appear oo the issued patent. In re Van Esdonk, 187
USPEQ 671 (Comm'r Pat. 1975). Reference should be made
certified copies filed in a prior application if relisnce thezeon is
made.

If the claims presented by amendment in & 37 CFR 1.60
application are directed to matier shown and described in the
peioe application but not substantially embeaced in the statement
of invention or claims originally presented, the applicant should
file a supplemental oath or declaration under 37 CFR 1.67 as
peomptly as possible.

In view of the fact that 37 CFR 1.60 applications are limited
to continuations and divisions, no new mauer may be intro-
duced in @ 37 CFR 1.60 application, 35 U.S.C. 132. >Continu-
ation-in-part applications may only be filed under 37 CFR 1.53
or 37CFR 1.62.¢

A statement to the effect that the submitted copy is believed
wbe & true copy of the prioe application es filed tothe bestof bis
or her information and belief is “sufficlent , if an explanation is
made a8 10 why the statement must be based only on belief,

>ifihe 37 CFR 1.60application is being filed by less than all
the inventors named in the prior application, & stalement must
accompany the application, when it is filed, requesting deletion
of the names of the person of persons who are not inventors of
the invention being claimed in the 37 CFR 1.60 applicstion. For
example, this situation could occur when a divisional applica-
tion is being filed directed o one of e inventions disclosed and
claimed in the prioe application. No petition under 37 CFR 1.48
for correction of inventorship is required when filing undes 37
CFR 1.60 unless there was an emvor in the omission of 8 named
inventor in the prior spplication which was aot corrected prior
to the filing of the 37 CFR 1.60 epplication.<

1f the inventorship showa on the original oath or declarstion
bas been changed end approved during the prosecution of the
prioe application, the 37 CFR 1.60 application papers must
indicate such a change has been made >and approvede by
Mamwmmmmdmw
under 37 CFR 1.48°° in order that the changed inventorshi
myuwwmmn@mwmmmwcm
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application, The 37 CFR 1.60 application must howeverinciude
areference to the verified statement in the parent application if
the small entity, status is still proper and desired (37 CFR
. 1.28(a)).

If the parent application was filed by other than the inventor
under 37 CFR 1.47, a copy of the petition under 37 CFR 1.47
must also be filed.

FORMAL DRAWINGS REQUIRED

Formal drawings are required in 37 CFR 1.60 applications
as in other applications. Transfer of drawings from abandoned
applications i¢ permitted. However, a request to transfer draw-
" ings from a prior application does not relieve the applicant from
the obligation tofile acopy of the drawings originally filedinthe
prioe application. If informal drawings are filed with the appli-
cation papers, the examiner should use Form Paragraph 2.02 for

formal drawing requirement.

§2.02 37 CFR 1.60 Drawing Regquirement

‘This epplication, filed under 37 CFR 1.60, lecks formel drawings.
The informal deawings (iled in this applicetion are sceplable for
examination pis poses. When the applicstion is ellowed, spplicant will
bs required either to submit new formal deawings of to tequest transfer
of the formal drawings from the sbandoned perent application.

Any drawing coerections requested but notmade in the peios
application should be repeated in the 37 CFR 1.60 application
if such changes are still desired. If the drawings were changed
during the peosecution of the prior application, such drawings
may be transferred, bowever, & copy of the drawings as origi-

_ nally filed must be included in the 37 CFR 1.60 application
papers (o indicate the original content.

Use Form Paragraph 2.04 for instructions to applicant where
drawing cosrections have been requested in the parent applica-
tion.

§ 2.0¢ Correction of Drawinge in 37 CFR 1.60 Cases

The deawings in thls epplication @re cbjectsd t by e Draftumen
&8 informal. Any drawing corrections reguesied but not mads in the
peios application ebould be regeated in this epplicetion if such changes
are etill desired. If (he deawings were chenged dusing te prosecution
of the prior spplication, such drawings may be trensferved. However,
8 copy of the drawings es ociginally filed eust be included in the 37
CFR 1.60 application papers to indicate the original content.

Ezsminer Nete:
Use formn pezagraphs 6.39 end 6.40 with this peragraph.

COPIES OF AFFIDAVITS

Affidavils and declarations, such as those under 37 CFR
1.131 and »37 CFR< 1,132 filed during the prosecution of the

200-9
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Affidavits and declarations, such 88 those under 3TCFR L. lSlmﬁ‘.W
CFR 1.132. filed duzing the prosecution of the perent application
mwmuwummmmmmmm
sely on en carliee flled effidavit, (be applicent shovld melis e remutks
of record in the laser spplication and include a copy of the originel

affidavit filed in G perent epplication.
ABANDONMENT OF THE PRIOR APPLICATION

Under 37 CFR 1.60 practice the peior application is not
automatically shandoned upon filing of the 37 CFR 1.60 appli-
cation. If the prioe application is to be expressly abandoned,
such a paper must be signed in accordance with 37 CFR 1.138,
A registered attorney oc agent not of record acting in arepresen-
tative capacity under 37 CFR< 1.34(2) may also expressly
ahandon a prior application as of te filing date granted o a
comming gpplication when filing such a continuing applica-

theniorapphmﬁmwhichiswbeexpmﬂyabmdmed
has & notice of allowance issued therein, the prior application
can become abandoned by the nonpayment of the issue fee.
However, once an issue fee bas been paid in the prior applica-
tion, even if the payment occurs following the filing of a
continustion application under 37 CFR 1.60, a petition to
withdraw the prior application from issue must be filed before
the prioe epplication can be abandoved ( 37 CFR 1.313).%¢

If the peior application which is to be expressly sbandoned
is before the Board of Patent Appeals and Interferences, a
separate notice should be forwarded by the spplicant o such
Board, giving notice thereol.

Affier g decision by the CAFC in which the rejection of sll
claims is affirmed, proceedings are terminated on the date of
receiptof the Court's certified copy of the decision by the Patent
and Teademark Office, Consinental Can Company, Inc., esal. v.
Schuyler 168 USPQ 623 (*>D.D.C.< 1970). See MPEP
§ 121601,

EXAMINATION

‘The practice relating ¢ making first action rejections final
appliesalsoto 37CFR 1 .60 applications, see MPEP § 706.07(b).

Any preliminery smendment filed with a 37 CFR 160
mmnwummmmmmm
mmmemmamwmmmum
Accordingly, these applications should be classified and as-
signed o the peoper examining group by tking into considera-
tion the clalms that will be belore the examiner upon eatry of
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201.06(a)

Form *>PTO/SB/13« is designed as an aid for use by both applicant and
filing and processing of spplications uader 37 CFR 1.60.

Form **>PTO/SB/13 Request For Filing A Patent Application Under 37 CFR 1.60<

REQUEST FOR FILING A PATENT APPLICATIONUNDER 37 CFR 1.60 PTO/SD/ 13 (1692
DOCKET NUMBER “ i Aﬁ : A% PRIOR APPLICATION EXAMINER ARTUMIT |

Commissioner of Pateats and Trademaks
Washington, D.C. 20231

msnsamufwmmanmmmdwmmmncmnmwmm
application Number ./ ...« filed 08

1. Enclozed is a copy of te latest inventor-signed prior epplication, including a copy of te cath or declarstion showing
the original signature or an indication it wes signed. [ bereby verify tiat tie papers are & tue copy of the laen

signed price spplicstion number __/ ... @84 (usther Bt & statemenis made beveln of wy owa imowledge are
wue; and further (hat these stiements were Mads with the mowledge dag willfil false smements wad Be ke are oude
punishable by fine o imprisonment, or both, under secdon 1001 of Tide 18 of die United States Code 2nd thas such
willful siaismnents may jeopasdize e validity of die application o tny pesead lesuing ereon.

2.[)A verified scasement t0 establish small enticy saus under 37 CFR 1.9 aad 1.27

- is enclosed.
wes Gled i prior application vumber ___./ ................. 30 Such status is st proper wad deskred
(37 CFR 1.28(a)).
3. £ The Commissiones is bereby sushorizd o chasge tny foes which may be required uader 37 CFR 11642 117, o0
credis sny ovarpeyment @ Deposit Accoumt No. . & duplicats copy of this sheat s eacloesd.
4. LA chock in the smount of § is enciosed.
S. ClCance! in tis application originel clalms of the prioe

application before calculating Ge (liing feo. (AL least one criginal ndependent claim must be rewmined lor fllng perposss.)
6. [JThe inventor(s) of tis inveaton being claimad in Gis spplication is (ere):

7. ) This spplication is being filed by less tian all the inventors named in the price spplicaticn. Ia accordsace with 37
CFR 1.60(b), tie Commiseiones is requasied © delete e aame(s) of Be followiag person oo parsons who e 6ot

invenanes of tis invention being chimed i this spplicstion:

8. Dammwmwmmmumuum “This spplicadion & sl continuntioe
ldivision of epplication wembes .. / . Ciled  (status, dbendoned, pendiag, €1.).”

PTO/SEZ 13 (16:92) (Page 1 o€ 2) Patman end Tradesnark Offlos; U.S. DEPARTMENT CF COMMERCE
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9, [[] New formal drawings are eaclosed.

10.03 Priority of forei W number . filedon in
isclaigcd mg?s S.C. 119.

[[] The cenified copy has been filed in prior application
11.00 A preliminary amendment is enclosed.
12.[7] The prior application is assigned of record to

13.[] Also enclosed:

14.[C] The power of attomey in the prior application is to:

a.[] The power of attorney appears in the original papers in the prior application.
b. [] Since the power does not appear in the original papers, a copy of the power in the prior
application is enclosed.

c. L] Address all future correspondence to: (May only be completed by applicant, ot attorney
or ageat of record.)

m M

Inventon(s) Typed or printed vame

Asgigae of complete inmest
Atiorasy or apent of meond
Flled wnder 57 CFR 1.34(0)

Rogiswesion wumbe if eaiing vade 37 CFR 1.3¢0a).

PTORE/ 13 (10:92) Pega ol d] Pamet wd Trademumlk Offios; U.9. DEPARTMENT OF COMMERCE
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201.06(b) File Wrapper Continuing Procedure
[R-14]

37 CFR 1.62 File wrapper continuing *»procedure<

() A continuation, coatinuation-in-part, or divisional epplication,
which uses the specification, drawings end oceth or declesation ffom e
peior complete epplication (§ 1.51(s)) which is to be ebandoned. may
be filed before the payment of the issue fee, ebandonment of, or
termination of proceedings on *>the< prior spplication. The filing date
of en application filed under this section is the date on which a request
is filed for *>en< application under this section including identification
of the Serial Number, filing dete, and epplicent’s name of the prior
complete epplication. If the continuation, continuation-in-past, of
divisional epplication is filed by less than ol the inventors numed inthe
prioe application a statement must sccompany the application whea
filed requesting deletion of the names of the parson or persons who ere
not inventogs of the invention being claimed in the continuation,
countinuation-in-part, oz divisiosal epplicstion.

(b) The filing fes for & continustion, continuetion-in-part, or
divisional applicetion under this section is besed on the number of
claims remaining in the epplication ofter entry of any preliminary
syamendments< and entry of any emendment undez § 1.116 unentered
in the prior application which spplicant bes requested to be entered in
the continuing epplication.

(¢} In the cuss of a continuation-in-part epplication which sdds end
claims edditionsl disclosure by emendment, en oath or declaration e
required by § 1.63 must also be filed. In thoee eitustions where & new
outh or declagation is required dus to sdditional subject matier being
cleisned, additional inventors may be named in the contining applice-
tion. in & continuation or divisional spplication which discloses and
cleims only subject meiter disclosed in @ prior epplicetion, 8o eddi-
tional osth or decleration is required end e spplication must name e
inventors the came of less then ell the inventore named i tha prior
applicetion.

(d) If an applicetion which hes been accorded o filing date pursuant
to peragraph (e) of this section doss not inclede the eppropeiats basie
filing fee pursusnt to paregreph (b) of this sscton, or en oath of
declaration by the epplicent in the cass of o comtinvation-in-pant
application pursuent to peragraph (¢) of tais section, applicant will be
8o notified end given a period of Ume within which t (ile te fes, cath,
or declaration end (o pey the sercharge s set forth In § 1.16(e) in crder
to prevent absndonment of the application. The aotification pursuant
to this paragraph may be mads slsmaltansously with eay notification of
2 defect pursuant (o peregreph () of tiis eection.

(e) An epplicetion filed wnder this section will wilize the fils
wreppe wad contents of the grioe applicetion © constituln the vew
continuation, continuation-in-part, oedivisionsl eppliceticn but will be
assigned & new epplicetion coeiel number. >Chenges to the price
application must be made in the fonn of sa amendment 1o the prioe
application & it enists et the time of filing the wpplicetion under tis
section. No copy of the peioe epplication or new specification s
required. The filing of such a copy oz specification will be conzidered
impeoper, and e filing dets ea of the date of deposit of the requast for
an spplicetion under this sectiva will aot be granted to te
unless & petition with the (ee set forth in § 1.17G)1) s filed with

Rev. 14, Nov. 1992
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(b) The agplicant is urged t furaish the following information
Nlmwmmwm DRSNS wmmﬁmmw
Bility:

(t) Title ez criginally filed end ez last amended:
(2) Name of spplicant es originally filed and es last amanded;
(S)Cmmmnmmawmk
(4) Identification of prioe foreign application and eny pricsity
claim under 35 U.S.C. 119.
(5) The tithe of the invention eod names of the epplicants to be
named in the continuing spplication.
(i) Envelopes containing only epplication papers end fees for filing
under this section should be musked “Bor FWC".
>(j) If sy spplication filed under tis soction is found ¢ bo
impwope, the spplicant will be notified and givea a time period within
which 0 corvect the filing estoe in order o obain & filing dete s of the
date the filing ervor is correcied provided the correction is made before
the peyment of the issus fee, sbandoament of, or trminstion of
proceedings on the prior epplication. If the filing error is not comrectad
within the dms period set, the epplication will be returnsd orotherwiss
disposed of; the fee, if submitted, will be refunded less tho bandling foe
set fortls in § 1.2L(m).< ’
(Pera. (o) amsadad, para. (§) added, 34 FR 47519, Now. 18, 1989, offective
Jea. 16, 1950}

An applicantmay file 2 continuation or divisionof apending
patent spplication by simply filing a request therefor under 37
CFR 1.62identifying the series code and serial number, or serial
number end filing date of the peior complete application and
paying the necessary application filing fee. The filing of acopy
of the prior application (required undes 37 CFR 1.60) is unnec-
essary and improper undes the procedure set fosth in 37 CFR
1.62. To file a continuation-in-part application, an amendment
(not a new specification) adding the additional subject matier
and an oath or declaration relating thereto are also required.

The “file wrapper continuing”™ (FWC) proceduse is set forth
in 37 CFR 1.62, Under this simplified procedure, any conting-
ing application such as & continuation, continuation-in-past, of
divisional application may be filed. The papersin thecopending
peior application, which application will become sutomatically
expressly abandoned will be used and any changes thereto
desired when filing the FWC application must be made by
amendment. Undee the FWC procedure, a new serial number is
assigned and the specification, drawings and other papers in the
parent application file wrapper are used as the papers in the
continuing epplication. Changes in inventorship may be made.
The “file wrappes continuing” (FWC) procedure is available for
utility, design, plant, and relssue applications w file continuing
applications of the same type (utility, design, plant, reissue) a8
the pareatapplication. Uuefmmmewiﬂw
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The FWC m m be used for any comti
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plicant wishes the copending prioe application t become aban-
doned. If a continuation or divisional application is desired
without abandonment of the parent application, the procedure
under 37 CFR 1.60 should be used. Applicant alsohas the option
of filing new application papers with a reexecuted oath or
declaration under 37 CFR 1.53.

Under 37 CFR 1.62, the specification, claims snd drawings,
and any amendments in the peior application ase used in the
continuation, continuation-in-part, o¢ divisional application. A
new filing fee is required in accordance with 3S U.S.C. 41 and
37 CFR 1.16. The oaly other statutory requirement under 35
U.S.C. 111 is a signed oath or declaration. Since a continuation
or divisional application cannot coatain new matter, the oath or
declaration filed in the peior application would supply all the
information required under the statule and rules 0 have a
complete application and to obtain a filing date. Accordingly,
" the previously-filed oath or declaration will be considered to be

the oath or deciaration of the 37 CFR 1.62 coatinuation or
division. However, if acontinuation-in-partepplication is being
filed, or a correction of inventorship is being made, then a new
oath or declaration must be signed and filed by the applicant.

The original disclosure of an application filed under 37CFR
1.62 will be the original parent application , amendments
entered in the parent application, and amendments filed on the
filing date and referred (o in the oath or declaration by the
inventoe(s). However, the filing fee will be based on the claims
in the 37 CFR 1.62 gpplication after entry of any unentered
amendments under 37 CFR 1.116 in the prioe application whose
entry has been requested by the applicant and any preliminary
amendment which may accompany the FWC request and filing
fee. The Centificate of Mailing Procedure under 37 CFR 1.8
does not apply to filing a request for a “File Wrappes Coating-
ing" application since the filing of such a request is considered
to be a filing of national application pepers for the purpose of

- obtaining an application filing date (37 CFR 1.8(a)(i)).

The epplicant may file asigned FWC requestand the regular
filing fee under 37 CFR 1.16 and other necessary papers with the
Patent and Trademark Office, either by meil addressed 0 “Box
FWC" or in person with the mail room. An individual check or
deposit account authorization should sccompany each FWC
application, since combined checks delay processing.

The Correspondence end Mail Division soets out all “Box
FWC"” envelopes upoa receipt and delivers them 1o a readers for
prompt special handling. The reader applies the “Mail Room™
date stamp and marks the categories of the fees. The papers for
each FWC application are assigned a regular national serisl
number and placed in & “Jumbo” size file wrapper. The Special
Handling Branch reviews the FWC request for accuracy and
completeness and aseigns the filing date if everything appears o
be in oedes. There is no need for any processing of the FWC
application by the Classification or Examination Branches of
Application Division since there are no papers to be examined

and the FWC application is routed 0 the group assigned the
prior application. When the FWC application file wrapper is
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‘The peovisioas of 37 CFR 1.62 peovide that if any applica-
tion in the file wrapper iz available w e public that all
applications in the file wrapper will be available o the public.

Paragraph (a) of 37 CFR 1.62 sets forth the minimum
requirements for obtaining a filing date. Paragraphs (b) and (¢)
of 37 CFR 1.62 set forth the filing fee and oath or declasation
requirements. Paragraph 1.62(d) relates to later filing of the
filing fee or oath or declaration as provided forin 35U.S.C. 111,

SEXTENSIONS OF TIME

If am extension of tizne is necessary w establish continuity
between the prior application and the FWC application, the
petition for extension of time must be filed as 8 separate paper
directed 0 the prior application. A general suthorization ©
charge fees to a deposit account filed in the FWC application
will not be construed as & petition for extension of time in the
peior application. See In re Kokaji, 2 USPQ24 1309 (Comm's
Pat. 1987). Any petition for extension of time directed to the
prioe application must be accompanied by its own certificate of
mailing under 37 CFR 1.8 (if mailed by first class mail) orunder
37CFR 1.10 (if mailed by Express Mail), if the benefits of those
rules are desired.<

CERTIFIED COPY

w4 centified copy of a continuation-in-pat application
filed under 37 CFR 1.62 will be prepared by the Certification
Branch upon reguest. The certified copy will consist of a copy
of the peior complete application a8 filed, all amendments
eatered in the prior application as of the FWC filing date, any
amendment filed with the request for a continuation-in-past
epplication under 37 CFR 1.62, any unentered amendment
under 37 CFR 1.116 in the prior application whose entry was
requested by the spplicant in the FWC application and the cath
or declaration under 37 CFR 1.63 filed w0 compiete the FWC

application.<
SMALL ENTITY STATUS

If emall entity status was established in the parent applice-
tion of an application filed under 37 CFR 1.62, and such status
is desired and proper in a 37 CFR 1.62 application, it is vot
necessary thatanew siaiementunder 37 CFR 1.27wbe filed bt
rathes reference may be made (o the statement filed in the parent

application.
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1.62. Applicants ase to repest and update such
claims at the time of filinga 37 CFR 1.62 sothat such
claims will not be overlooked. The issue clerk should check if
priority data has beean entered on the file wrapper.

Form Paragraph 2.28 may be used ¢o remind applicant to
insert parent application data.

§ 2.28 Reference in § 1.62 Continuing Applications

This application filed under 37 CFR 1.62 lacks the necessesy
reference to the prior spplication. A statement reading “Thisisa 1] of
application Serial No. {2}, filed (3] should be entered following the title
of the invention or a5 the firet sentsnce of the specification. Aleo, the
present status of the pamrent applicstion(s) should be included.

Ezominer Note:

1. In the “bracket 1" insest Division, Continuation, or Continu-
ation-in-pen.

2. Use only in “File Wrapper Continuing” applications.

201.07 Continuation Application [R-14]

A continuation is a second application **for the same
invention claimed in a peior application and filed before the
otiginal becomes abandoned or patented. >The continuating
application may be fi'ed under 37 CFR 1.53,37CFR 1.600¢ 37
CFR 1.62.< The gpplicant in the continuing application must
include at least one inventor named in the prior application. The
disclosure presented in the continuation must be the same as that
of the original application, i.e., the continuation should not
include anything which would constitute new mater if inserted
in the original application.

At any time before the patenting or abandoament of or
termination of proceedings on his or ber earlier application, an
applicant may have recourse to filing a continuation in order 0
introduce into the case a new setof claims and to establish aright
to further examination by the primary examingr. An application
under 37 CFR 1.62, however, must be filed peior to payment of
the issue fee.

For notation to be put on the file wiapper by the examiner in
the case of a continuation applicstion see MPEP § 202.02.

Use Forin Paragraph 2.05 remnind applicant of possible
continuation status.

§2.08 Possible Siaus as Continuation

This epplication discloses end cleims ouly subject mattes disclosed
in prior epplication serial uo. (1], filed (2] end vemes wn inveatoe o¢
inventors named in the prioe spplication. Accordingly, this spplication
may constitute a continuation or division. Should applicent desire
obtain the benefit of the fling dete of the prior epplicetion, atisativa is
eigectad to 35 U.S.C. 120 ead 37 CFR 1.78.

Ezeminer Note:

This peragreph should only beused if itappenss thetthe application
may be @ continustion but pricrity has not been clsimed.

Rav. 14, Nov. 1992
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1930 CD. Z 393 0.G. 519 (**>Comm’ Pat.< 1930)). >The
continuation-in-past application may be filed under 37 CFR
1.53 or 37 CFR 1.62.< An application under 37 CFR 1.62,
however, mugt be filed peior o payment of the issue fee.

The mere filing of a continuation-in-past does not itself
creaie a presumplion that the applicant acquiesces in any rejec-
tions which may be cutstanding in the copending national
application or applications upon which the continustion-in-past
application relies for benedit.

A continuation-in-part filed by a sole applicant may also
derive from an eerlier joint application showing a portion ouly
of the subject matter of the later application, subject to the
conditions set forth in 35 U.S.C. 120 and 37 CFR 1.78. Subject
to the same conditions, a joint continustion-in-part spplication
may derive from an easlier sole application.

Unless the filing date of the earlier application is actuslly
needed, for example, in the case of an interference or W
overcome a reference, there is no need for the Office tomake a
determination as 40 whether the requirement of 35 U.S.C. 120,
that the earlier application discloses the invention of the second
application in the menner provided by the first paragraph of
35U.S.C. 112, is met and whether a substantial portion of all of
the earlier application is repeated in the second application in a
continuation-in-pertsitustion, Accordingly, an alleged conting-
ation-in-past application should be permitied to claim the bene-
fit of e filing date of en earlier application if the alleged
continuation-in-part epplication complies with the following
formal requirements of 35 U.S.C. 120

1. The first application and the alleged continuation applica-
ton were filed with a least one commnon inventor,

2. The alleged continuing application was “filed before the
patenting or shandonment of or termination of proceedings on
the first application or an application similarly eatitled to the
benefit of we filing date of the Gret application”™; and

3. The alleged continuing application “conteins or is armended
to contain & specific reference o the earlier filed epplication.”

Foe notation to be put on the file wrappee by the examiner in
the caze of & continustion-in-past appm see MPEP

memzwumm«m
continuation-in-past siatus,

§2.06 Possible Siatus as Cominumiony -<iny-<Part

This applicsation repests a substantiel portion of prior epplicetion
serial o. [1), Bled [2) wnd adds and clalems wddiione) disclosure not
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inventor or inveators nemed in (he price applicatic

& continuation- wwmmmmmmmm
to obtain the benefit of the flliag dete of the prioe application, sltention
is directed to 35 U.S.C. 120 and 37 CFR 1.76.

Ezsminer Note:

This paragraph should oaly be used whea it sppears that the
epplicationmay qualify as a continustion-in-pent, butnoclaimbasbeen
filed.

201.09 Substitute Application [R-14]

The use of the term “Substitute™ to designate any application
which is in essence the *>duplicate< of an applicatioa by the
same applicant abandoned before the filing of the later case,
finds official recognition in the decision, Ex parte Komenak,
1940 C.D. 1; §12 O.G. 739 (**>Comm'r Pat.< 1940). Curcent
practice does not require applicant to insert in the specification
- reference to the earlier case>,< however, attention should be
called i the easlier application. The notation on the file wrapper
(see MPEP § 202.02) that one case is a “Substite” for another
is printed in the beading of the patent copies. See MPEP
§ 201.11.

As is explained in MPEP § 201.11>,< a “Substitute” does
not obtain the benefit of the filing date of the prios application.

Use Form Paragraph 2.07 to remind applicant of possible
substitute status.

§2.07 Definition of a substitute

Applicant refers to this epplication a8 & “Substituts” of Serial No.
{1}, filed [2]. The use of the term “Substitute” to designate an spplice-
tion which iz in essence the duplicate of an spplication by the same
applicant abandoned before the filing of the later cese finds official
recognition in the decision, Ex parte Komenak, 1940C.D. {; 5120.G.
739 »(Comm's Pet. 1940)<. The notation on the file wrapper (Ses
MPEP 202.02) thet one case is & “Substituis” for encther is printed ip
the beading of the patent copies. A “Subatitute” does ot oblain the
- benefitof the filing date of the prive application. Theindication that this
case is a “Substimte™ will result in the fusther endoresment by tss
Assignment Division on the case of eny assignment of the parent case
that may have been made.

201.10 Refile

No official definition has been given the term “Refile”,
though it is sometimes used as an alternative for the term
“Substituee”.

Ifibe applicant designates his application as “Refile” and the
examiner finds that the application is in fact o duplicate of @
former application by the same perty which was abendoned
prioeto the filing of the second case, the examiner should require
the substitution of the woed “substitute” for “refile”, since the
foemer term bas official recognition. The endorsement on the
file wrapper that the case is & “substitute”™ will result in the
further endorsement by the Assignment Division of any assign-
ment of the parent case that may have been made.

Use Form Paragraph 2.08 to remind applicant of possible
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corrections.

201.11 Continuity Between Applications:
When Entitied to Filing Date [R-14]

Under certain ciscumstances an application for patent is
eatitled (o the benefit of the filing date of a prior application
which has at least one common inveator. The conditions are
specified in 35 US.C. 120.

3§ U.S.C. 120. Bensfis of earlier filing dats in the United Siases.
An spplication for patent for an invention disclosed in the manner
peovided by the firet peregraph of section 112 of this tte in &

epplication previously filed in the United States, ce 88 provided by
gection 363 of this ttle, which iz filed by en inventor o inveniors

named in the previously filed epplication shall have the seme offect, s

to such inventioa, as though filed on the dats of the price epplicstion,

if filed before the panting or sbendonment of or erminetion of

procsedings on the firet applicetion or on e spplicstion similely

eptitled to the benefit of the filing dete of the fisst application and if it

containg or is amended to contain e specificreference to the earlier filed
lication.

There are four conditions for receiving the benefit of an
earlier filing date under 35 U.S.C. 120

1. The second application (which is culled @ continuing
application) must be an application for a petent for an invention
which is also disclosed in the first application (the parent or
original application); the disclosure of the invention in the fizst
application and in the second application must be sufficient to
comply with the requirements of the first peragraphof 35 U.S.C.
112, See In re Ahlbrecks, 168 USPQ 293 (CCPA 1971).

Form Paragraphs 2.09 and 2.10 should be used where the
disclosure of the second application is not for an invention
disclosed in the parent application.

9 2.09 Heading for Conditions for Priovity Undsr 35 U.S.C. 120
Applicant bes not complied with oae or more conditives for recuiv-
ing the benefitof wn earlier filing dolo undes 35 U.S.C. 120 as follows:

Ezsminer Nota:
Cue o more of the following foem paragraphs 2.10 o 2.13 must
{foliow depeading upon the slustion e band.

§12.10 Disclosure 8uss Be The Same

The second application (which is called 8 coutinuing spplication)
muet be an application for o patsnt for 28 iavention which is slso
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disclosed in the first application (the parest app
of iavention in the pasent application and inthe
must be sufficient to eomply with e require , PP
graph of 35 U.S.C. 112, Sea Inre ANlbrechy, 168 USPQ 293 (CCPA
1971),

Examlner Note:
This peragraph must be preceded by beading peragraph 2.09.

2. The continuing application must be copending with the
first application or with an application similarly entitled o the
benefit of the filing date of the first application.

3. The continuing application must contain a spacific refer-
ence to the prior application(s) in the specification.

Form paragraphs 2.09 and 2.12 should be used to indicate
reference to the parent application is required.

§2.12 Application Must Comtain a Reference to Parers
The continuing application must contain & specific reference to the
parent application(s) in the specification.

Examiner Note:
This paragraph must be preceded by beading pearagreph 2.09.

4. The continuing application must be filed by an inventor o¢
inventors named in the previously filed application®®.

COPENDENCY

Copendency is defined in the clause which requires that the
second application must be filed before (a) the patenting, or (b)
the abandonment of, or (c) the tenmination of proceedings in the
first application.

Use Form Paragraphs 2.09 and 2.11 to indicate copendency
is required.

§2.11 Application Muss Be Copending Witk Parent

The continuing application must be copending with the parent
application or with an spplication similarly entitied to the benefitof the
filing date of the parent application.

Exeminer Note:
This paregraph must be preceded by beading paragraph 2.09.

If the first application issues as a patent, it is sufficient for the
second application to be copending with it if the second appli-
cation is filed on the same date, or before the date the patent
issues on the first application. Thus, the second application may
be filed while the first is still pending before the examiner, while
itis in issue, or even >(for applications filed under 37 CFR 1.53
ot 1.60)< between the time the issue fee is paid and the patent
issues,

If the first application is abandoned, the second application
must be filed before the abandonment in onder for it to be
copending with the first. The term “sbandoned,” refers ©
abandonment for failuse to prosecute (MPEP § 711.02), express
abendonment (MPEP § 711.01), and abendonment for failure (0
pay the issue fee (MPEP § 712). If an abandoned application is
revived (MPEP§ 711.03(c)) o a petition foe late payment of the

Rev. 14, Kav. 1992

Afier a decision by the Court of Appeals for the Federal
Circuit in which the rejection of all claims is affiemed, proceed-
inmmmmmﬁw&e%ofm@ﬂhem s centified
Consinental Can Company, Inc. v. Schuyler, IGSUSPQ&S
(¢>D.D.C.< 1970). There are several other siwations in which
m&@mmmummmmmwu 02(c).

When proceedings in an application are terminated
application is teated in the same manner as an abmdoned
application, and the term “abandoned application”™ may be used
broadly to include such applications.

The term “continuity” is used to express the relationship of
copendency of the same subject matter in two different applica-
tions of the same inventor, and the second application may be
referred to as a continuing application. Continuing applications
include those applications which are called divisions, continu-
ations, and continuations-in-past. As for as the right under the
statute is concemed the name used is immaterial, the names
being merely expeessions developed for convenience. The stat-
ute is so worded that the first application may contain more than
the second, orthe second epplication may contain more than the
first, and in either case the second application is entitled to the
benefit of the filing date of the first as to the common subject
mater.

REFERENCE TO FIRST APPLICATION

The third requirement of the statute is that the second (or
subsequent) application must contain a specific reference to the
fizst application. This should appear as the first sentence of the
specification following the tide preferably as & separate pasa-
graph (37 CFR 1.78(s)). Stams of the parent applications
(whether it is patented or abandoned) should also be included.
If a pareat appﬁmion has become a patent, the expression

", Patent No. " should follow the filing date of the parent
apphcm Ifapuemapphanonhmbecommma.m
expression “, abundoned” should follow the filing date of the
parent application. In the case of design applications, it should
appear as set forth in MPEP § 1503.01. In view of this reguire-
ment, the right 0 rely on a prior application may be waived or
refused by an applicant by refraining from inserting a reference
to the prior application in the specification of the later one. If the
examiner is aware of the fact that an application is & continuing
application of a prior oae, be or she should merely call aention
to this in @ Office action by using the wording of Form
Paragraphs 2.15 or 2.16.

§2.15 Reference to Parem Applicavion 33 U.S.C. 130 Benefls
I applicent desizes priovily under 35 U.S.C. 120 based upon apazent
spplication, specific reference W e peren: epplication mun be mads
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sion “sbandoned” should follow the filing dets of the pasent applica-
tion.

§ 2.16 Reference to Copending Application

It ie noted that this application sppears (o claim subject matier
disclosed in prior copending application Serial No. [1], filed [2]. A
reference to the prioe application must be inserted & the fisst sentence
of the epecification of this spplication if applicantintendstorely outhe
filing date of the prior application under 35 U.S.C. 120. See 37 CFR
1.78(a). Also, the present status of all perent applications should be
included.

If the examiner is aware of a prior application be or she
should note it in an Office action, as indicated above, butshould
notrequire the applicanttocall attention to the prior application.

In 37 CFR 1.60 cases, applicant, in the amendment canceling
the nonelected claims, should include directions to entes “This
is a division (continuation) of application Serial No. .......... .
filed......cocnuveninans ** as the first sentence. Where the applicanthas
inadvertently failed o do this the wording of Form Paragraph
2.17 should be used. Where the 37 CFR 1.60 case is otherwise
ready for allowance, the examiner should insert the quoted
sentence by examines's amendment.

Application.s are sometimes filed with a division, conting-
ation, or continuation-in-part oath or declaration, in which the
oath or declaration refers back to a prior application, If there is
no reference in the specification, in such cases, the examiner
should merely call attentioa to this fact in his Office action,
utilizing the wording of Form Paragraph 2.17.

§2.17 Reference in § 1.60 Continuing Applications.

This application filed under 37 CFR 1.60 lecks the pecessary
refegence to the prior epplicetion. A statement reading “Thigis e {1] of
application Serial No. {2]; filed {3]" should be entered following the
title of the invention or as the firet sentoncs of the specification. Also,

_the present status of all perent applications should be included.

Eznminer Note:
1. In the beacket 1, insext either - Divisioa - oz - Continvation - .
2. Use only for 37 CFR 1.60 epplicetions, For File Weapper
Continuing epplications under 37 CFR 1.62, gee form peragraph 2.28.

Where the applicant has inadvertently failed to make a
reference to the pasrent case in an application filed under 37 CFR
1.60 or 1.62 which is otherwise ready for issue, the examiner
should insert the required reference by examines’s amendment.

Sometimes a pending application is one of a series of
applications wherein the pending application is not copending
with the first filed application but is copending with an interme-
diate spplication entitied (o the benefit of the filing date of the
fiest application, If applicant desizes that the pending applica-
tion have the benefit of the filing date of the first filed applica-
tion be or she must, besides making reference in the specifica-
tion to the intermediate application, also make reference in the
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prior application and the bars © the grant of a patent are
mmmmﬁmmammmwmm an
applicant is not required to refer to such applications
specnﬁwmofehelmrt‘mmmon.bmwmqumdw
otherwise call the examiner’s attention to the earlier application
if it or its contents or prosecution are matevial as defined in 37
CFR 1.56(*>b<). If the examiner is aware of such a prior
abandoned application he oz she should make areference toitin
an Office action in order thatthe record of the second application
will show this fact.

If an applicant refers @ a prior noncopending abandoned
application in the specification, the manner of referring to it
should make it evident that it was abandoned before filing the
second.

Foe notations to be placed on the file wrapper in the case of
continuing applications see MPEP § 202.02 and § 1302.09.

SAME INVENTOR OR INVENTORS

The statute also requires that the continuing applications be
filed “by an inventor or inventors named in the previously filed
application"” in order for the continving application (o have
benefit of the easlier filing date under 35 U.S.C. 120.

WHEN NOT ENTITLED TO BENEFIT OF FILING DATE

Where the first application is found w be fatally defective
because of insufficient disclosure W support allowable claims,
asecond application filed as a “continuation-in-pan” of the first
application to supply the deficiency is not entitied to the benefit
of the filing date of the first application. Hunas Co. v. Mallinck-
rodt Chemical Works, 83 USBQ 277*>.< 281 >{2d Cir.
1949)<and cases cited therein>.<

Any claim in a continuation-in-part application which is
directed solely to subject matier adequately disclosed under 35
US.C. 112 in the parent application is entitied to the benefitof
the filing date of the parent application. However, if a claim in
a continuation-in-part application recites a feature which was
not disclosed or adeguately supported by a proper disclosure
under 35 USC. 112 in the parent application, but which was
first introduced or sdequately supposted in the continuation-in-
part application such acleim is entitied ouly to the filing date of
the continuation-in-partapplication, fnre Von Lagenkoven, 458
F.2d 132,* 136, 173 USPQ 426%>.< 429 (CCPA 1972) and
Chromalloy Amevican Corp. v. Alloy Surfaces Co., Inc., 339 F.
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Supp. 859%>.< 874, 173 USPQ 295"».« 3% w Del. wm

in-part filing date, “read on" such p j
sold, or patented subject matier (e.g ..ahamm
relationship)>,< a rejection undes 35 U.S.C. 102 would be
proper. Cases of interest in this regard are In re Steenbock, 83
F.2d 912, 30 USPQ 45 (CCPA 1936): In re Ruscetta, 255 F.2d
687, 118 USPQ 101 (CCPA 1958); In re Hafner, 410F.2d 1403,
161 USPQ 783 (CCPA 1965); In re Lukach, 442 F.2d 967, 169
USEQ 795 (CCPA 1971); and Ex parte Hageman, 179 USPQ
747 (Bd. App. 1971).

>201.11(a) Filing of Continuation or Continu-
ation- in-part Application During
Pendency of International Applica-
tion Designating the United States
[R-11]}

It is possible to file a U.S. national application under 35
U.S.C. 111 during the pendency (prior to the abandonment) of
an international application which designates the United States
without completing the requirements for entering the national
stage under 35 U.S.C. 371(c). The ability to take such action is
based on provisions of the United States pateat law. 35 U.S.C.
363 provides that “An international application designating the
United States shall have the effect from its international filing
date under asticle 11 of the treaty, of a national application for
patent regularly filed in the Patent and Trademark Office...”. 35
U.S.C. 371(d) indicates that failure to timely comply with the
requirements of 35 U.S.C. 371(c) “shail be regarded as aban-
donment by the parties thereof...”. It is therefore clear that an
international application which designates the United States bas
the effect of a pending U.S. application from the international
application filing date until its abandonment as 1o the United
States. The first sentence of 35 U.S.C. 365(c) specifically
provides that “In accordance with the conditions and require-
ments of section 120 of this tide,... a nationsl application shall
be entitled to the benefit of the filing date of a prior international
application designating the United States.” The condition of 35
US.C. 120 relating to the time of filing requires the later
application to be “filed before the patenting or ehandonment of
or termination of proceedings on the firstapplication...” *®, The
filing of a continuation or continuation-in-past application of an
international application may be useful to patent applicants
where the oath or declaration required by 35 U.S.C. 371(cX9)
cannot be filed within 22 months from the priogity date as
required by 37 CFR >1.494(h)<*. An applicant filing an appli-
cationtunder 35U.S.C. 111 may obtain additional ime to file the
oath or declaration under 37 CFR 1.53(d) and 1.136(a).

A Continuing application under 35 U.S.C. 365(c) and 120
.8t be fiied before the abandonment or patenting of the prior
application. >See 37 CFR 1.494 and 1.495.<

37 CFR 1.494 Ewtering the walional stage in the United States of
America as @ Designated Office.
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from the pricsity date if the required English wanslation(s), foes and
oath or declaration wader 33 U.S.C. ﬂl(c)muoaﬂ!zdwx&mﬂ
months from the peiceity date.

37 CFR 1495 Ewmtering the national stage in the United States of
America as an Elocted Office
[ 1]

(i) An intesnstional becomes sbandoned a2 W e
United States 30 months Gom the priceity date if a copy of the
internstional applicetion is not communicated t the Patent snd Teade-
mask Office prior to 30 moaths from the priceity date and 8 Demand for
Internationsl Preliminary Exuminstion whichelected the United Stages
of Amesice bas been filed prior to the expirstion of 19 months from the
priority date. If acopy of the internwiionsl spplication iz communicated
within 30 months to te Pateat end Tredemark Office, en internationsl
application will becomwe ebendoned 28 w the United States 32 months
from (he priority date if the required Englich translation(s), fees and
oath or decleration under 35 U.S.C. 371(c) are not filed within 32
months from the peiosity date.<

201.12 Assignment Carries Title [R-11]

Assignment of an original application carries Gile to any
divisional, continuation® or reissue application stemming from
the original application and filed after the date of assignment.
See >MPEP< § 306.

201.13 Right of Priority of Foreign Application
[R-14]

Under certain conditions and on fulfilling certain require-
ments, an application for patent filed in the United States may
be entitled to the benefit of the filing date of a prior application
filed in a foreign country, (0 Overcome an intervening reference
oe for similar purposes. The conditions are specified in 35
USC. 119,

35 US.C. 119. Bencfis of earlier filing date in foreign country; righs
éo priovity.

An spplication for petsnt for en invention filed in tis covalry by
any pereot who bas, or whoee legel representatives or assigas bave,
previously vegulesly filed an epplication for a petent for U seme
investion in & foreign country which effords similer privileges in the
cuseof pplications filed inthe Usited Stutss oz tocitizens of the Usited
States, ehall bave the same effect as the same spplication would have
if filed in this country on Ue dete on which the epplication for peteat
foe the sume invention wes firnt filed in such fordign counlry, if the
epplication in tis countey is filed within twelve months from tie
easliest dele on which such forsign epplicetion was filed; buteo patest
shall be granted on eny spplicetion for petent for an invention whichbes
beea petentedor described in e printed publication in any country saore
then one year belore he date of the scteal filing of the applicationin tis
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epplication, specification and drawings upon which it is besed are filod
in the Patent and Trademark Office before the paient is granted, or at
such time during the pendency of the application 28 required by te
Commissioner not easlier then six months sfler the filing of te
application in this country. Such certification shall be made by the
patent office of the foreign country in which filed end show e date of
the application and of the filing of the specification and other papers.
The Commissioner may require & ranslation of the papers filed if not
in the English language end such other information & be deens
necesgary.

In like manner and subject to the same conditions and require-
ments, the right provided in this section may be based upon a subse-
quent regularly filed application in the sume fozeign country instead of
the first filed foreign application, provided that any foreign application
filed prior to such subsequent application has been withdrewn, eban-
doned, or otherwise disposed of, without baving been laid open o
public inspection end without leaving any rights outstanding, and has
not served, nor thereafier shall serve, ag a bagis for claiming a right of
priority.

Applications for inventors® certificates filed in a foreign country in
which applicants bave a right to apply, at their discretion. either fora
pateat ot for an inventoe's certificate shall be treated in this country in
the same manner and have the same effect for purpose of the right of
priority under this section as epplications for patents, subject to the
same conditions and requirements of this section as apply to applica-
tions for patents, provided such applicants are entitled to the benefits
of the Stockhob.a Revision of the Paris Convention at the time of such
filing.

37 CFR 1.55 Claim for foreign priority.

(2) An applicant may claim the benefit of the filing date of a prior
foreign application under e conditions specified in3S U.S.C. 119 and
172. The cleim to priority need be in no specisl form and may be made
by the atiorney or egent if the foreign applicetion is referved to in the
oath or declaration as required by § 1.63. The claim for priority and the
certified copy of the foreign application specified in the second
peragraph of 35 U.S.C. 119 must be filed in the case of interference (§
1.630); when necessary to overcome the date of a reference relied upon
the examiner; or when specifically required by the examiner; and in al}
othercases they must be filed notlater then the date the issue fee iz paid.
If the papers filed are notin the English langusge, o ranslation need not
be filed except in the three particulse instences specified in the preced-
ing sentence, in which event & sworn wanslation or & Gamsletion
certified as sccurate by e sworn o official wanslstor must be filed. If
the priority papers sre submitied eftee the date the isyue fee is paid, they
must be accompanied by e petition reguesting their eatry and the fee sst
forth in § 1.17%(i).

The period of twelve months specified in this section is six
months in the case of designs, 35 US.C. 172. See MPEP §
1504.10.

The conditions, for benefit of the fling date of & prior
application filed in a foreign country, may be listed as follows:

1. The foreign application must be one filed in “a foreign

JOTING, AND STATUS OF APPLICATIONS

S mwmmmmMMMns p application
for an inventor's certificaie, the requirements of 37CFR 1.55(¢)
mast also be met.

Applicant may be informed of possible priority rights under
35 U.S.C. 119 by using the wording of Form Paragraph 2.18.

§2.18 Righs of Priovity Under 35 U.S.C. 119

Applicent is advized of poesible benefits wnder 35 US.LC. 119,
wherein en applicstion for petent filed in the United States may be
entitled (o the benefit of the filing dete of a prior application filed ina
foreign country.

RECOGNIZED COUNTRIES OF FOREIGN FILING

The right to rely on a foreign application is known as the
right of priority in international patent law and this phrase has
been adopted in the U.S. statute. The right of priority originated
in a multilaeral treaty of 1883, to which the United States
adhered in 1887, known as the Paris Convention for the Protec-
tion of Industrial Property, (Paris Convention) is administered
by the Woeld Intellectual Property Organization (WIPQ) &
Geneva, Switzerland. This treaty has been revised several times,
the latest revision in effect being written in Stockholm in July,
1967 (copy at Appendix Pof this Manual). Asticles 13-30 of the
Stockholm Revision became effective on September S, 1970.
Articles 1-12 of the Stockholm Revision became effective on
August 25, 1973. One of the many provisions of the trealy
requires each of the adbering countries &0 accord the right of
priotity to the nationals of the other countries and the first
United States statute relating to this subject was enacted to carry
out this obligation. These is another treaty between the United
States and some Latin American countries which also provides
for the right of priority. A foreign country may also provide for
this right by reciprocal legislation.

NOTE: Following is a list of countries with respect to which
the right of priority referred o in 35 US.C. 119 has been
recognized. The letter “T" following the name of the country
indicates that the basis for priorgity in the case of these countries
is the Paris Convention for the Protection of Industrial Property
(6130.G. 23, 53 Stat. 1748). The letier “P after the name of the
country indicates the basis for priority of these countries is the
Inter-American Convention relating o Inventions, Patents,
Designs and Industrial Models, signed st Buenos Aires, August
20, 1910(2070.G. 938, 38 Star. 1811). The letter “L" following
the name of the country indicates the besis for priority is

country which affords similar privileges in the case of applica- reciprocal legislation in te particular country.
tions filed in the United States og to citizens of the United .
States.” Algem_(l),
Asgentina (1),
200-19 Rev. 14, Nov. 1992
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Australia (1),

Ausirie (),

Babamas (T),

>Bangladesh (T)<,

Barbados (1),

Belgium (1),

Benin (I),

Bolivia (P),

Brazil (1, §),

Bulgaria, (1),

Burkina Faso (1),

Burundi (I),

Camerooa (D),

Canada (1),

Central African Republic (1),
Chad, Republic of (@), B
>Chile (<

China, Peonles Repubkc of (D),
Congo(M,

Costa Rica (F),

Cote d'Ivoire (1),

Cuba (L, P),

Cyprus (D),

Czechoslovakia (),
Democratic People's Republic of Korea (),
Denmark (1),

Dominican Republic (1,P),
Ecuadoe (P),

Egypt (),

Finland (),

France (@),

Gaboa (1), ;
>(Gambia (),<

Genmnan Democratic Republic (1),
Gesmany, Federal Repubhc of (I),
Ghana (D), ‘

Greece (1),

Guinea (1),

Guinea -Bissau (1),

Guatemala (B),

Haiti (I,P),

Holy See (I),

Honduras (B),

Hungasy (D), .
Iceland (1),

Indonesia (D),

Iran (D),

Irag (D),

Ireland (T),

Israel(),

haly (D),

Japan (@),

Jordan g.

Keaya (@),

Korea, Republic of (I),
Lebanon (1),

>Lesotho (D,<

Rov. 14, Nov. 1992

Rwanda (),

San Marino (D), of @,
Senegal, Republic
South Africa, Republic of (I),
Soviet Union (1),

Spain (D),

Sti Lanka (),

Sudan (),

Suriname (0),
>Swaziland (I),<
Sweden (@),

Switzesrtand (),

Syria (D),

Tanzania (f),

Togo (@),

Trinidad and Tobago (1),
Tunisia (),

Turkey (1), -

Uganda (1),

United Kingdom (0),
Uraguay (, P),

Viez Nam (),
Yugostavia (1),

Zaize (I),

Zambia (D),

Zimbabwe ().

Mwmcmmwmmmma
common pateat office and b promulgaie 8 common law for the
protection of imventions, wademarks, @d designs. The comumon
pm omce is called “Orgamisstion Africain de la Propricte
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Paris Convention for the Protection of Indusrial Property,
priority under 35 U.S.C. 119 may be claimed of an application
filed in the OAPI Patent Office.

If any applicant asserts the benefit of the filing date of an
application filed in acountry noton this list, the examiner should
inquire of the Office of Legislation and International Affairs to
determine if there has been any change in the status of that
country. It should be noted that the right is based oa the country
of the foreign filing and not upon the citizenship of the applicant.

RIGHT OF PRIORITY (35 U.S.C. 119 AND 365)
BASED ON A FOREIGN APPLICATION FILED UNDER
A BILATERAL OR MULTILATERAL TREATY

Under Article 4A of the Paris Conventioa for the Protection

- of Industrial Propersty a right of priority may be based either oa

an application filed under the national law of a foreign country
adhering to the Convention or on a foreign application filed
under a bilateral or muliilateral treaty concluded between (woor
more such countries. Examples of such treaties are The Hague
Agreement Concerning the International Deposit of Industrial
Desigus, the Benelux Designs Convention, and the Libreville
Agreement of September 13, 1962, relating to the creation of an
African Intellectual Propesty Office. The Coavention on the
Grant of European Patents and the Patent Cooperation Treaty
(MPEP § 201.13(b)) are further examples of such treaties.

The Priority Claim

In claiming priority of a foreign application previously filed
under such a treaty, certain information must be supplied to the
Patent and Trademark Office. In addition to the application
number and the date of the filing of the application, the follow-
ing information is required: (1) the name of the treaty under
which the application was filed and (2) the nane and location of
the national or intergovernmental authority which received

such application.
Certification of the Priovity Papers

Section 119 of Title 35 of the United States Code requires the
applicant to furnish a certified copy of priority papers. Certifi-
cation by the authority empowered under a bilateral or multilat-
eral treaty to receive applications which give rise 0 & right of
priosity under Article 4A(2) of the Paris Convention will be
deemed to satisfy the certification requirement.

Identity of Inventors
The inventors of the U.S. application and of the foreign

application mustbe the same, forarightof priority does notexist
in the case of an application of inventor A in the foreign country
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agent, of the inventos, or on bebalf of the inventor, asweme
may be, is acceplable. Joint inventors A and B in an spplication
filed in the United States Patent snd Trademark Office may
properly claim the benefit of an application filed in a foreign
country by A and another application filed in a foreign country
by B, i.e., A and B may each claim the benefit of their foreign
filed applications.

Time for Filing U.S. Application

‘The United States application, or its earliest parent applica-
tion under 35 U.S.C. 120, must bave been filed within twelve
months of the earliest foreign filing. In computing this twelve
mouths, the first day is not counted; thus, i an application was
filed in Canada on January 3, 1983, the U.S. application may be
filed on January 3, 1984. The Convention specifies in Asticle
4C(2) that “the day of filing is not counted in this period.” (This
is the usual method of computing periods, for example a six
month period for reply 0 an Office action dated January 2 does
not expire on July 1 but the reply may be made on July 2.) If the
last day of the twelve months is a Saturday, Sunday or a Federal
holiday within the District of Columbia, the U.S. application is
in time if filed on the next succeeding business day; thus, if the
foreign application was filed on September 4, 1981, the US.
application is in time if filed on September 7, 1982, since
September 4, 1982 was a Saturday and Septembes 5, 1982 was
a Sunday and September 6, 1982 was a Federal boliday. Since
January 1, 1953, the Office has not received applications on
Samrdays and,in view of 35 US.C. 21, and the Convention
which provides “if the last day of the period is an official
boliday, or a day on which the Office is not open for the filing
of applications in the country where protection is claimed, the
period shall be extended until te first following working day™
(Anticle 4C3), if the twelve months expires on Saturday, the U.S.
application may be filed on the following Monday. Note Ex
parte Olah and Kulw, 131 USPQ 41 (**>Bd. App.< 1960).

Filing of Papers During Unscheduled Closings of the Patens
and Trademark Office

When the Patent and Trademark Office is officially closed
by Executive Order of the President os by the Office of Person-
nel Management for an eatire day because of some unscheduled
event, such as adverse weather conditions, the Paest and
Trademark Office will consider that day as 2 “federal boliday
withinthe Districtof Columbis” under 35U.S.C. 21. Anyaction

Bev. 14, Nov. 1932



201.1%a)

the mt de m day oa which te Patent m
Trademark Office is open.

When the Patent and Trademark Office is open for business
during any part of a business day between 8:30 am. and 5:00
p.m., papers are due on that day even though the Office may be
officially closed for some period of time during the business day
becanse of an unscheduled event. The procedures of 37 CFR
1.10 may be used for filing applications, **

. Information regarding whether or not the Office is officially
closed on any pasticular day may be obtained by calling (703)-
557-INFO.

First Foreign Application

The twelve months is from earliest foreign filing except as
provided in the second to the last paragraph of 35 U.S.C 119.1f
an inventor has filed an application in France on January 4,
1982, and an identical application in the United Kingdom on
March 3, 1982, and thea files in the United States on Febeuary
2, 1983, the inventor is not entitled to the right of priority at all;
the inventor would not be entitied to the benefit of the date of the
French application since this application was filed more than
twelve months before the U.S. application, and the inventor
would not be entitled o the benefit of the date of the United
Kingdom application since this application is not the first one
filed. Ahrens v. Gray, 1931 CD. 9; 402 O.G. 261 (**>Bd.
App.< 1929). If the first foreign application was filed in a
country which is not recognized with respect to the right of
priority, it is disregarded for this purpose.

Public Law §7-333 modified 35 U.S.C. 119 o exiend the

. right of priority to “subsequent” foreign applications if one
earlier filed had been withdrawn, abandoued or otherwise
disposed of, under certain conditions.

The United Kingdom and a few other countries have a
system of “post-dating™ whereby the filing date of an applica-
tion is changed to a later date. This “post-dating” of the filing
date of the application does not affect the status of the applica-
tion with respect 1o the right of priority; if the original filing date
is more than one year prior to the U.S. filing no right of priosity
can be based upon the application. See In re Clamp. 151 USPQ
423 (**>Comm’r Pat.< 1966).

If an applicant has filed two foreign applications in recog-
nized countries, one outside the year and one within the year,
and the later application discloses additioual subject matter, a
claim in the U.S. application specifically limited to the addi-
tional disclosure would be eatitled @ the date of the second
foreign application since this would be the first foreign applica-
tion for that subject matter.

EFFECT OF RIGHT OF PRIORITY

The right torely oa the foreign filing extends ¢ overcoming
the effects of intervening referencesor uses, but there age certain
restrictions. For example, the one year bar of 35 US.C. 102(0)
dates from the U.S. filing date and not from the foreign filing
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201.13(a) Right of Priority Based Upon an
Application for an Inventor’s
Certificate [R-11]

Until August 25, 1973, the Patent and Trademark Office did
notrecognize aright of priority based upon an application foran
Inventors’ Certificate such as used in the U.S.S.R. However, a
claim for peiority and a certified copy of an application for
Inventors Cestificate were entered in the file of the U.S. appli-
cation and were retained therein. This allowed the applicant o
urge the right of priority in possible later court action,

Ou Aungust 25, 1973, Articles 1-12 of the Pasis Convention
of Masch 20, 1883, for the Protection of Industrial Property, as
revised at Stockbolm, July 14, 1967, came into force with
respect o the United States and apply to applications filed
thereafier in the United States. A fourth paragraph 0 35 US.C.
119 (enacted by Public Law 92-358, July 28, 1972) (copy &t
>MPEP< § 201.13) became effective on August 25,1973.

37 CFR 1.55. Claim for foreign priority
LR R R B

(b) An epplicant may under cegtain circumstances claim priority on
the basis of en epplicetion for an inventor’s certificele in a couatry
granting both inventoe's ceetificstes end pulents. When an applicant
wishes o claim the right of prioeity 28 W @ clein or claims of the
applicetion on the besis of en epplication for en inventor's certificate
in guch a country undes 35 U.S.C. 119, lastparagraph (es amended July
28, 1972), die epplicent or kis >or her< dlormsy or sgent, when
submitiing & claim for such right ws specified in paregroph (o) of this
section, ehull include an affidavit or decleration including 8 specific
statement that, upot an investigetion, be or she hes satisfied himself or
besselfthatw the bestofhis oz berknowledge the epplicent, when filing
bis oz her applicetion for the inventor"s certificate, had the optionto file
&n applicetion either for o pelent or an invenior's cegtificale 98 to the
subject matier of the identified cleim or claims forming e besis for the
cleim of prioity.

An inventor’s cestificate may form the basis for rights of
priority under 35 US.C. 119 only when the country in which
they are filed gives to applicants, at tieir discretion, the right o
apply, on the same invention, cither for a patent or for an
inventor's certificate. The affidavit or declaration specified
under 37 CFR 1.55(b) is only required for the purpose of
ascertaining whether, in the country where the application foran
mMsmmmmWMyexm
invention involved. The requirements of 35 U.S.C. 119 and 37
CFRlss(b)mammWed,mw to probe o the
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certificates and not patents on inventions made in connection
with their employment. This will not impeir their right to be
granted peiority in the United States based on (be filing of the
inventor’s certificate.

Accordingly, affidavits or declarations filed pursuant o 37
CFR 1.55(b) need only show that in the country in which the
original inventor's certificate was filed, applicants generally
have the right o apply at their own option either for a patent or
an inventos's certificate as 1o the particular subject magter of the
invention.

Priority rights on the basis of an inventor's certificate
application will be honored oaly if the applicant had the option
or discretion to file for either an inventoe's certificate or a patent
on his >or ber< invention in bis >o0r her< home country. Certain
countries which grant both patents and inventor's certificates
issue only inventor's certificates on certain subject matier,
generally pharmaceuticals, foodstuffs and cosmetics.

To insure compliance with the treaty and statute, >37 CFR<
1.55(b) provides that at the time of claiming the benefit of
priority for an inventor's certificate, the applicant or his >or
her< attorney must submit an affidavit or declaration stating that
the applicant when filing his >or her< application for the
inventor's certisicate bad the option either to file for a patent or
an inventor's certificate as to the subject matier forming the
basis for the claim of priority.

Effective Date

37 CFR 1.55(b) weat into effect on August 25, 1973, which
is the date on which the international treaty entered into force
with respect to the United States. The rights of prioeity basedon
an earlier filed inventor's certificate shall be granted ounly with
respect to U.S. patent applications where both the earlier appli-
cation and the U.S. patent application were filed in their respec-

- tive countries following this effective date.

201.13(b) Right of Priority Based Upon an
International Applicstion Filed
Under the Patent Cooperation
Treaty [R-11]}

35 U.S.C. 365. Righs of priovity; benefis of the filing date of a prior
application

(o) In accordance with the conditions snd requirements of section
119 of this title, 2 national epplication shall be entitled to the right of
priority based on & prior filed internstional application which desig-
uated &t least one country other than the United States.

(b) In accordance with the conditions and requirement of the first
paragraph of section 119 of this title and the weaty and the Regulations,
en intemnstional spplication designeting the United States shall be
entitled to the right of priority based on & prior foreign epplicetion, or
a priog internstional application designating ot least oue country other
then the United Statzs.
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filed in snother language.

35U.8.C. 365(a) provides thatanational applicati
entitled o the right of priority based on a prior internatio
application of whatever origin, whwhdmgmdmyeomuy
other than, or in addition to, the United Stages. Of course, the
conditions prescribed by section 119 of title 35 U.S.C., which
deals with the right of priority based on earlier filed foreign
applications, must be camplied with.

35U.S.C. 365(b) provides that an international application
designating the United States shall be entitled o the right of
priogity of a prioe foreign application which may either be
another international application or a regularly filed foreign
application. The intemational spplication upon which the claim
of priority is based can either have been filed in the United States
or a foreign country; however, it must contain the designation of
at least one country other tham, or in eddition to, the United
States.

Asfaatheacmalplaceofﬁhng:scomemed,fmme
purpose of 35 U.S.C. 365 (a) and (b) and 35 US.C. 119, an
international application designating a country is considered W
be a national application regularly filed in thet country on the
international filing date isrespective of whether it was physi-
cally filed in that country, in another country, of in an intergov-
crumental organization acting as Receiving Office for a coun-
wy.

An international application which seeks to establish the
right of priority will bave to comply with the conditions and
requirements as prescribed by the Teeaty and the PCT Regula-
tions, in order to avoid rejection of the claim to the right of
priority. Reference is especially made o the requirement of
making a declaration of the claim of priority at the time of filing
of the international application (Article 8(1) of the Treaty and
Rule 4.10 of the PCT Regulations) and the requirement of either
filing a certified copy of the priority document with the interna-
tional application, or submitting a certified copy of the priority
document to the International Bureau at a certain time (Rule 17
oflheFCPchmaﬁm).mmmissionoﬂhepﬁnﬁtym
ment to the International Burean is only required in those
instances where peiority is besed on an eaclier filed foreign
national application.

mm.ﬁmemmwdoumu-mmmlapplm-
ﬁledwnththekeeeavmgﬂtﬁce an applicant must submit such
docement to the International Burean not later than sixteen
mmmmm Mem.smaamplm
mﬂmewnﬁkmhﬁ&)cﬂhe'l‘m mepmmym
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ment would have to be submitted o the
that time (Rule 17. l(ﬂ)efmm
based on an eatlier interns

bave to be filed, meb«m@thekmﬁagﬁmmmem
tional Bureau, since the latter is already in possession of such
international application.

The formal requirements for obtaining the right of priosity
under 35 U.S.C. 365 differ somewhat from those imposed by 35
U.3.C. 119, although the one year bar of 35 U.S.C. 102(b). as
mquired by the last clause of the first paragraph of section 119
is the same. However, the substantive right of priocity is the
same, in that it is derived from Article 4 of the Paris Convention
for the Protection of Industrial Property (Article 8(2) of the
Treaty).

35 U.S.C. 365(c) recognizes the benefit of the filing date of
an earlier application under 35 U.S.C. 120. Any international
application designating the United States, whether filed with a
Receiving Office in this country or abroad, and even though
other countries may have also been designated, has the effectof
a regular national application in the United States, as of the
international filing date. As such, any later filed national appli-
cation, or international application designating the United States,
may claim the benefitof the filing date of an earlier international
application designating the United States, if the requirements
and conditions of section 120 of title 35 U.S.C. are fuifilled.
Under the same circumstances, the benefit of the earlier filing
date of a national application may be obtained in a later filed
international application designating the United States. Inthose
instances where the applicant relies on an international applica-
tion designating, but not originating in, the United States the
Commissioner may require submission of a copy of such
application together with an English translation, since in some
instances, and for various reasons, a copy of that international
application or its translation may not otherwise be filed in the
Patent and Trademark Office.

PCT Rule 17 The Priority Document
17.1 Obligasion to Submit Copy of Earlier National Application

(a) Where the priority of an earlier national applicetion is cleimed
under Article 8 in the international application, a copy of the said
national application, certified by the authority with which it wes filed
(“the priotity document™), thall, unless elready filed with the receiving
Office, togetber with the international application, be submitted by the
applicantto the Intemational Bureay ot to the receiving Office notlater
than 16 months after the priogity date oz, in the casereferred to in Asticle
23(2), aot later than ot the time the processing or examination is
requested. **

(b) Where the priozity document is iseued by the receiving Office,
the applicant may, instead of submitting the priority document, request
the receiving Office to rensmit the priority document to the Intema-
tional Burean. Such request shall be mede not later than the expiration
of the appliceble time limit referred to under persgraph (a) end may be
subjected by the receiving Office to the payment of a fee. **

{c) If the requirernents of neither of the two preceding paragraphs
are complied with, any designated State msy disregerd the priotity
claim. **

17.2 Availability of Copies

(@) The Internationel Bureau shall, st the specific request of the
designated Office, promptly but not before the expiration of the tine
lirnit fixed in Rule 17.1(s), firnish & copy of the priority document &
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(c)?xmm(a) md (b) sm apply also to my«ﬁmm&m
tioaal spplicstion whose prioeily is claimed in the subseques

tional spplication.

37 CER 1.451. The priovity claim and priovity document in an interna-
tional application.

() The cleim for priosity must be mads on the Request (PCT Rule
4.10) in a manner complying with Sections 110 and 201 of the
Administrative Instructions.

{b) Whenever the priority of sa ewmlier United States national
applicationisclaimed in aninternational spplication, the spplicantmay
request in a letter of ransmittal sccompanying the international appli-
cetion upon filing with the United States Receiving Office >orin
separate letter filed in te Receiving Office uot later then 16 mouths
after the priority date<, thet the Patent aad Tredemark Office prepure
a cegtified copy of the nationsl epplication for ensmitisl o Ge
International Burean (PCT Asticle 8 and PCT Rule 17). The fee for
preparing e certified copy is stated in § 1.19(b)(1).

{c) If a cextified copy of the priority document is pot submitied
together with the international application on filing, o, if the priogity
spplication was filed in the United States and 2 request and appropriate
payment for preparation of such a certified copy do not accompany the
internationsl epplication on filing >or are not filed within 16 months of
the pricrity date<, the ceriified copy of the priority document must be
>furnished<®* by the applicant W the Internstional Burean >or to the
United States Receiving Office< within the time limitspecified in PCT
Rule 17.1(s).

201.14 Right of Priority, Formal Reguirements
[R-14]

Under the statute (35 U.S.C. 119, second paragraph), an
applicant who wishes to secure the right of priority mustcomply
with certain formal requirements within a time specified. If
these requirements are not complied with the right of priority is
lost and cannot thereafier be asserted.

The requirements of the statute are () that the applicant
must file a claim for the right end (b) be or she must also file a
certified copy of the original foreign application; these papers
must be filed within a certain time limit. The maximum tme
limit specified in the statute is that the papers must be filed
before the patent is granted, but the statute gives the Commis-
sioner authority to set this time limit ot an earlier ime dusing the
pendency of the application. If the required papers are not filed
within the time limit set the right of priority is lost. Areissue was
granted in Brenner v. State of Isvael, 862 0.G. 661; 158 USPQ
584 **>(D.C. Cir. 1968)<, where the only ground urged was
failure to file acertified copy of the original foreign application
to obtain the right of foreign priority under 35 U.S.C. 119 before
the patent was granted.

Ttshould be pasticularly noted thet these papers must be filed
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ence. The statute also gives ﬂ:e C
require a wanslation of the foreign do
English lmguageawsucnm:nfmma the Commis-
sioner may deem

37CFR 1 63mqmthazchewhordwmmswlm
in any application in which a claim for foreign priority is made
pursuant to 37 CFR 1.55 must ideatify the foreign application
for patent or inventors' certificate on which priority is claimed,
and any foreign applications having a filing date before that of
the application on which priocity is claimed, by specifying the
application number, country, day, month, and year of its filing.

The requirements for recitation of foreign applications inthe
oath or declaration, while serving other purposes as well, are
used in connection with the right of priority.

201.14(a) Right of Priority, Time for Filing
Papers [R-11]

The time for filing the priority papers required by the statute
is specified in 37 CFR 1.55(a).

37 CFR 1.55 >Claim for foreign priority<

(2) An applicant may claim the benefit of the filing date of a prior
foreign application under the conditions specified in 35 U.S.C. 119 and
172. The cluim o priority need be in no special form and may be made
by the attorney or agent if the foreign application is referred to in the
oath or declaration a2 required by § 1.63. The claim for priority and the
certified copy of the foreign application specified in the second
paragraph of 35 U.S.C. 119 must be filed in the case of interference
( § >1.630<); when necessary to overcome the date of areference relied
upon by the examines; or when specifically required by the examines,
and in all other cases they must be filed not later than the date the issue
fee is paid. If the papers filed are not in the English language, a
transiation need not be filed except in the three perticulsr instances
specified in the preceding sentence, in which event a swom Ganslation
or a transiation cestified a8 accurate by & swom oe official wensleior
must be filed. If the priority papers are submiltted after the date the issue
fee is paid, they must be accompenied by a petition requesting their
entry and te fee set forth in § 1.17(i).

L2422

It should first be noted that the Commissioner has by rule
specified an earlier ultimate date than the date the patent is
granted for filing a claim and a certified copy. The latest ime &
which the papers may be filed is the date of the payment of the
issue fee, exoept that, under certain ciscumstances, they are
required at an earlier date. These circumstances are specified in
the rule as (1) in the case of intesferences in which event the
papers must be filed within the time specified in the interference
rules, (2) when necessary (0 overcome the date of a reference
relied upon by the examiner, and (3) when specifically required
by the examiner.

In view of the shostened periods for prosecution leading to
allowances, it is recommended that priority papers be filed as
casly as possible. Although>37 CFR< 1.55 permits the filing of
priogity papers up 0 and including the date for payment of the
issue fee, itis advisable that such papers be filed prompuily after

200-25
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ehmd. "me wly mm w’m papers would mm be

OfTes; g U.S. ap; n‘u»zmm
papers. Sudxmmahou&dbepimddmcﬁymmemw
papers themselves even where a cover letter is attached bearing
the U.S. application data. Experience indicates that cover letters
and priority papers occasionally become separated, and without
the suggested peacil notations on the priority papers, correlaling
them with the corresponding U.S. application becomes exceed-
ingly difficult, frequently resulting in severe problems for both
the Office and applicant. Adberence to the foregoing suggestion
formaking apencil notation on the priority document of the U.S.
application data will result in a substantial lessening of the
pechblem.

Priority papers filed after the date of payment of the issue fee
will be accepted and acknowledged only >if filed before the
patent is granted and< if a petition with fee ( § 1.17(i)) pursuant
0 37 CFR 1.55(a) is filed and granted. **

201.14(b) Right of Priority, Papers Required
[R-14]

The filing of the priority papers under 35 U.S.C. 119 makes
the record of the file of the United States patent complete. The
Patent and Trademark Office does not normally examine the
papers to determine whether the spplicant is in fact entitied to
the right of priority and does not grant or refuse the right of
peiority, except as described in MPEP § 201.15 and in cases of

The papers required are the claim for priocity and the
certified copy of the foreign application. The claim to priority
need be in no special form, and may be made by the attormey or
agent at the time of ransmitting the cestified copy if the foreign
application is the one referred to in the cath or declaration of the
U.S application. No special language is required in making the
claim for priority and any expression which can be reasonably
interpreted as claiming the benefit of the foreign application is
accepied as the claim for priority. The claim for priority may
appearin the cath or declaration with the recitation of the foreign

The certified copy which must be filed is a copy of the
original foreign application with a certification by the paent
office of the foreign country in which it was filed. Certified
copies ordinarily consist of a copy of the specification and
drawings of the applications as filed with a cerlificate of the
foreign patent office giving certain information. “Application”
in this connection is not counsidered to include formal papers
suchasapetition. A copy of the foreign patent asissued doesnot
Rev. 14, Nov. 1952
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comply since the applical

patent is sufficient if me certification in
spoads to the application as filed. A m m
“Service De La Propriete Industriclle — Conforme Aux Pieces
Deposees AL’ Appuidelabm"mdmmlymm
a signed seal is also acceptable in lieu of a certified copy of the
French application.

When the claim (o priority and the certified copy of the
foreign application are received while the application is pending
before the examiner, the examiner should make no examination
of the papers except to see that they correspond in number, date
and country to the application identified in the oath or declara-
tion and contain no obvious formal defects. The subject matter
of the application is not examined to determine whether the
applicant is actually entitled o the benefit of the foreign filing
date on the basis of the disclosure thereof.

DURING INTERFERENCE

If priority papers are filed in an interference, it is not
necessary to file an additional certified copy in the application
file. The examiner-in-chief will place *>them< in the applica-
tion file.

LATER FILED APPLICATIONS, REISSUES

Where the benefit of a foreign filing date based on a foreign
application is claimed in a later filed application (i.e., continu-
ation, continuation-in-part, division) or in a reissue application
and a certified copy of the foreign application as filed, has been
filed in a parent or related application, it is not necessary to file
an additional certified copy in the Iater application. A reminder
of this provisioa is found in Form Paragraph 2.20. The applicant
when making such claim foe priosity may simply identify the
application containing the cestified copy. In such cases, the
examiner should acknowledge the claim on form PTOL-326.
Note copy in MPEP § 707.

If the applicant fails to call attention to the fact that the
certified copy is in the parent or related application and the
examiner is aware of the fact that a claim foe priority under 35
U.S.C. 119 was made in the parent application, the examiner
should call applicant’s attention to these facts in an Office
action, so that if a patent issues on the later or reissue applica-
tion, the priority data will appear in the patent. In such cases, the
language of Form Paragraph 2.20 should be vsed.

§ 2.20 Priority Papers in Parens Application.

Applicent is reminded that in onder for & palent issuing on the
instant application to obtain the benefit of priority based on priosity
pepers filed in perest application Serial No. [1] undezr 35 USC. 119,
a claim for such priority must be made in this application. In meking
such cleim, applicant may simply ideatify the spplication contsining
the priority papers.

Where the benefitof a foreign filing date, based on a foreign
application, is claimed in a later filed spplication or in g reissue
application and a certified copy of the foreign application, &
filed, has notbeen filed ina parent or related application, aclsim
Rev. 14, Nov. 1992

Gammy to mee dmm patent applic ns with the German
Patent Office. Meﬁcmmmmmonlyobmdmgn
protection by filing papers or an actual deposit of amodel with
the judicial authority (“Amtsgericht™) of their principal estab-
lishment or domicile. Filing with the German Patent Office is
exclusively resesved for applicants who have neither an estab-
lishment o domicile in the Federal Republic of Germany. The
depositin an “Amtsgericht” has the same effect as if deposited
at the German Patent Office and results in a “Geschmack-
smuster” which is effective throughout Germany.

In implementing the Pasis Convention, 35 U.S.C. 119 re-
quires that a copy of the original foreign application, specifica-
tion and drawings certified by the patent office of the foreign
country in which filed, shall be submitted to the Patent and
Trademark Office, in order for an applicant to be entitled to the
right of priority in the United States.

Article 4, section A(2) of the Paris Convention>,< how-
ever>,< states that “(aloy filing tha is equivalent to a regulor
national filing under the domestic legislation of any country of
the Union . . . shall be recognized as giving rise to te right of
priority.” Article 4D(3) of the Convention further provides that
countries of the Union may require any person making a
declaration of priority to produce a copy of the previously filed
application (description, drawings, etc.) cestified as correct by
the authoeity which received this application.

As far as the physical production of acopy of the easlier filed
paper application is concerned, an applicant should bave no
difficulty in providing a copy, certified by the authority which
received it if the earlier filed application contained drawings
illustrating the design. A problem, however, arises whes the
only prior “regular national filing” consisted of the depositofan
actual model of the design. 35 US.C. 119 is silent on this
subject.

Therefore, the Patent and Trademark Office will receive as
evidence of an caslier filed German design spplication under 35
US.C. 119, drawings or acceptable clear photographs of the
deposited model faithfully reproducing the design embodied
therein together with other required information, certified as
being a true copy by anofficial of the court with which themodel
was originally deposited.

35 USC. 119 also provides for the certification of the
earlier filed application by the patent office of the foreign
cmmuymwbachumﬁbd.smmwedbmofmm
tion wmwmmmw
tmmfaww“mtﬁce“mmesmmmmndm
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necessary especiaﬂy since Article 4D(3) of the Pasis Conven-
tion provides thet authentication shall not be requised.
Although, as stated above, a “regular national (iling” gives
rise to the right of priority, the mere submission of a centified
copy of the earlier filed foreign application, however, may not
be sufficient to perfect that right in this couatry, For example,
amoag other things, an application filed in a foreign country
must contain a disclosure of the invention adequate to satisfy the
requiremenits of 35 U.S.C. 112, in order to form the basis for the
right of priority in a later filed United States application.

201.14(c) Right of Priority, Practice [R-14]

Before going into the practice with respect to those instances
in which the priority papers are used to overcome a reference,
there will first be described the practice when there is a0
occasion to use the papers, which will be in the majotity of cases.
In what follows in this section it is assumed that no reference bas
been cited which requires the priogity date to be overcome.

NO IRREGULARITIES

When the papers under 35 U.S.C. 119 are received>,< they
are to be endorsed on the contents page of the file as “Letter (or
amendment) and foreign application”™. Assuming that the papers
are regular in form and that there are no irregularities in dates,
the examiner in the next Office action will advise the applicant
that the papers have been received on form PTOL- 326 or by use
of Form Paragraph 2.26.

§ 2.26 Claimed Priority, and Papers Filed
Receiptis acknowledged of papers submitted undez 3ISU.S.C. 119,
which papers have been placed of record in the file.

Where the priority papers have been filed in another appli-
cation, use Form Paragraph 2.27.

¥ 2.27 Acknowledge Priceity Pepes in Parent

Acknowledgment is made of spplicant’s claim for priority under
35US.C.119. 'lhemﬁedwpyhubwnﬁbdmpuemapphcm
Serial No. {1}, filedor [2]. -

Examiner Note:

For problems with foreign priorily eee form parsgraphs: 2.18 b
2.24.

Theexaminer will enter the information specified in>MPEP<
§ 202.03 on the face of e file wrapper.

If application is in intesference when papersunder 35U.S.C.
119 age received see MPEP § 2333.02.

PAPERS INCONSISTENT

If the certified copy filed does vot correspond to the appli-
cation identified in the application cath or declaration, or if the

200-27

§ 2.21 Oath, Declaration Does Not Contain Reference i Foreign
Filing

Receiptis acknowledged of papers filed under 35 U.S €. 119 based
oa sa application filed in [1] on [2]. Applicant has not complied with
the requirements of 37 CFR 1.63(c) since e oath or declaration does
not ecknowledge the filing of sny foreign application. A new csth or

declaretion is required in the body of which the peesent spplication
should be identified by Serial No. and Gling date.

Other situations requiring some action by the examiner are
exemplified by other Form Paragraphs.

NO CLAIM FOR PRIORITY

Where applicant has filed a centified copy but has not made
a claim for priority, use Form Paragraph 2.22.

§ 2.22 Cenified Copy Filed But No Claim Made

Recaipt is acknowledged of & certified copy of the [1] epplication
referred to in the oath or declarstion. If this copy is being filed to obtain
the beaefits of the foreign filing date under 35 U.S.C. 119, applicant
should also file a claim for prioity.

NOTE: Where the applicant’s accompanying letter states
that the centified copy is filed for priority purposes or for the
convention date, i is accepled as a claim for priogity.

FOREIGN APPLICATIONS ALL MORE THAN A
YEAR BEFORE EARLIEST EFFECTIVE U S. FILING

Where the easlier foreign application was filed more than 12
moaths prioe to the U.S. application, use Foom Paragraph 2.23.

¢ 2.23 Foveign Filing Move Than 12 Months

Acknowledgement is made of applicant’s claim for priogity under
3SUSLC. 119 based upon en epplication filedin 1] on (2], Aclsimfor
pricrity under 35 U.S.C. 119 cannot be bessd oa seid epplication, since
the United Siates spplication wes filed more than twelve months
thereafler.

SOME FOREIGN APPLICATIONS
MORE THAN A YEAR BEFORE U.S. FILING

For example, where a British provisional specification was
filed more than a year before aU.S. application, but the British
complete spplication was filed within the yesr, and centified
copies of both were submitted, language similar o the following
should be used: “Receipt is acknowledged of papers filed on
September 18, 1979, purposting to comply with Ge require-
meunts of 35US.C. 119. Itis mot seen how the claim for priority
can be based on the British specification filed January 23, 1978,

Bav. 14, Novw. 1992
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thereafter. Hmm.&emimd%agof&em%ﬂm
the claimed priority date based on the complete specilicatio
i.e., November 1, 1978, tmmhmﬁwtmmmm
disclosed in the provisional specification.”

CERTIFIED COPY NOT THE FIRST
FILED FOREIGN APPLICATION

Where the date of the priority claimed is not the date of the
fiest filed foreign application on the same subject matter, use
Form Paragraph 2.24.

§ 2.24 Claimed Priority Date Not the Earliest Date

Receipt is acknowledged of papers filed on [1} purporting to
comply with the requirements of 35 U.S.C. 119 and they have beea
placed of record in the file. Atteation is directed to the fact that the date
for which priority is claimed is not the date of the first filed foreign
application acknowledged in the oath or declaration.

NO CERTIFIED COPY

Where prioeity is claimed but no certified copy of the foreign
application has been filed, use Form Paragraph 2.25.

§2.25 Claimed Priority, No Papers Filed

Acknowledgment is made of applicant’s claim for priosity based
on an application filed in [1] on [2]. It is noted, bowever, that spplicant
hes not filed a centified copy of the [3] epplication es required by 35
US.C.119.

Any unusual situation may be referred to the group directos.
APPLICATION IN ISSUE

When priority papers for applications which bave been sent
to the Patent Issue Division are received, the priocity papers
should be sent to the Patent Issve Division. The Patent Issue
Division will acknowledge receipt of all such priority papers. If
the issue fee has been paid applicant must petition under 37 CFR
1.55(a).

RETURN OF PAPERS

It is sometimes necessary for the examiner (0 relurn papers
filed under 35 U.S.C. 119 either upon request of the applicant,
for example, to obtain a sworn transiation of the certified copy
of the foreign application, or because they fail to meet a basic
requirementof the statute, such as where all foreign applications
were filed more than a year prioe o the U.S. filing date.

When the papers have not been given a paper number and
endorsed on the file wrapper, it is not necessary to secure
approval of the Commissioner for their return but they should be
sent to the group director for cancellation of the Office stamps.
Where the papers have been made of record in the file (given a
paper nutnber and endorsed on the file wrapper), a request for
permission to return the papers should be addressed to the
Commissioner of Patents and Trademarks and forwarded to the

Rev. 14, Nov. 1992
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Where foreign applications are listed on the 37 CFR 1.63
oathor declaration, the Examiner should check that such foreign
applications are properly listed on the file jacket, comecting
estoes of typography or format (see MPEP § 201.14(a) as
necessary andinitialing the “verified” line when the information
on the file jacket matches the oath or declaration. See MPEP
§ 202.03. Should there be an emor on the oath or declaration
itself, the Examiner should require a new oath or declaration. If
aforeign application listed on the vath or declaration is not listed
on the file jacket, the Examiner should print in black ink the
countzy, application aumber, and filing date under "Foreign/
PCT Applications” on the file jacket. Applications filed in
countries not qualifying for benefits under 35U S.C. 119 should
be lined through in red ink. A listing of countries qualifying for
benefits under 35 U.S.C. 119 appears a2t MPEP § 201.13.

Below the "Foreign/PCT applications” postion, the “yes”
box for "Foreign priority claimed” should bechecked only when
peiority has been properly claimed as provided in 37 CFR 1.55.
Othberwise the Examiner should check "no”. Where a claim is
made for one or moge listed foreign applications and not for one
or more other listed foreign applications, the data on the file
jacket concerning the unciaimed applications should be lined
through in pencil and the "yes" box checked.

The "yes" box for "35U.S.C. 119 conditions met” should be
checked when there are any foreign applications listed that meet
all of the requirementsof 35 U.S.C. 119. In such cases, any listed
foreign application that does not meet all of the requirements of
35 U.S.C. 119 should be lined through in pencil.<

201.14(d) Proper Identification of Priority
Application [R-14]

In order @ help overcome problems in determining the
mentationand printing purposes, the following ableshave been
prepared which set out for various countries the forms of
acceptable presentation of application numbers.

The tables should ensble applicants, examiners and others o
extract from the various formats the minimum required data

which comprises a proper citation.
P dentification of brior lications is ial 10
establishing accurate and complete relationships smong various

pmdoamenuwhwhmﬂmtusmemvmxmbdge
of these relationships is essential @ search file managem
technology documentation and various other purposes.

The tables show the forms of presentation of application
puznbers 28 used in e records of e source ormgummg
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all cases except Hungary.

(2) A decimal character snd numerical subset as part of &
number is eliminated in all cases except France.

(3) Use of the dash ( — ) is reduced, but is still an essential
element of application numbers, in the case of

Czechoslovakia >and< Japan®®,

MINDMUM SIGNIFICANT PART OF AN APPLICATION
NUMBER PROVIDING UNIQUE IDENTIFICATION OF

TABLE I — Countries Using Annual Application Number Series

AN APPLICATION

Country # Ensmpleof | Misimmm |Remarks
W‘“ lication i"";“mm Tapan (TP} 46-69607
[ pest o,
; 46-61863 46-81864 |
Austrie [AT] | AL2116/69 | 1211669
Czechoslovakia] FV3628-72 3628-72
{Cs)
70
Denmark {[DE) | 6972986 6812966 fNL] 15058 7015038
Egypt (EG) 487-196% - ] 487-1968 Nogway [NO] 11748770 {1740/70
Finland (FT} | 303260 (ol | 3032/69 (Ol mumbaring -
aumbeting 79001 (aow  |740000  |New sumberieg system
systees) numberiag introduced o Jamsary 1,
752032 (mew | 752032 sysiom) 1974,
begi . I ua:qu@wu&uum
systemn} ’
Feance [FR] 69.33066 69.38066 (ZA} . 10486
73 19346 73 19346 Swedean (SE] 16414770 16414770 [ The mew sumbering system
) ms iswoduced Jemary 1,
T7300001-6 - (7300001 two digits indicale
(esw systom) ication. The di 3;
Note: All French o dish is used for computer
eummbered in g unul L0008, . .
e.g. de mn;le “% demsade do Switzerlend 1597870 1997070
‘“"ﬁ“"’l i mm) addition; ?N Kingdom 41352770 41352790
PL13SIGE 113%66
“‘"‘"mH"‘l 1o
Germany, Fed. | P 1940738//6-24] 1940738 _
Rep. of [DE] TABLE I — Countries Using Other Than an Al Applicasion Nember
auy!
G69475805  |°6547580 (G Ao
Belgium [BE]
200-29 Rov. 14, Now. 1992



201.18

Brazil [BR] 222946 222986
Bulgarie [BG] 11572 11572
Canada [CA) 103828 103628
Colombia {CO] | 126050 126050
Cubs [CU} 33384 33384
(i‘v‘enn;[nb(g]em AP84c/137355 137355 AP=Ausschliessungspatent;
® WPISh/147203 [147203 WP =Wistschafispatent. The
other symbols before Gie
slash age classification
symbols. A single nember-
%muovenm APead
applications
Greece [GR) 44114 44114
Hungary (HU] [OE 107 OE 107 | The letters preceding the
numbez ate essential for
: identifying the spplicati
They aze the fizst letter and
the firnt followiag vowel of
the applicant’s vame. There
is a separate numbering se-
ries for each pair of letters.
Istael {IL) 35651 35691
l[flxjim 60093 60093
Mezxico MY} {12373 123723
Mogsaco [MC] 908 008
mv]mm 161732 161732
QAPI (0OA) 52118 $2118
Philippines [PH] § 11929 11929
Polead (PO} P144826 44987 144:38376
Poriugel [PT] [ PS52-555 S6OT | ssz&sg;
Romania [RO] [65211 j65211 .
Soviet Unioa | 1397205/30-15 11397205 | The vumbers following the
{SU} zl“qh'dem the examination
vizion and & processing
rumber.
United Sates 889877 889877 | The highest number
[US} assigeed in the series of num-
bees started in January 1960.
- New series started Jatuasy
1970, 9":.','“’ 1979 aed Jazs-

& ICIREPAT Country Codb in indicated in brackets, ¢.g., {AR)

»ecln order to dintinguish wiility model epplications fiom petent epplica-
tioas, it is necessary w identify them as to type of ia citations oz
refezences. 'lhumybdoubyuuﬂm mmxm
conjubclion mmcbymgauyﬁd“l!‘n ot other
erclosure following the

201.15 Right of Priority, Overcoming a
Reference [R-11]

The only times during ex parte prosecution that the examiner
considers the merits of an applicant’s claim of prioeity is when
a reference is found with an effective date between the date of
the foreign filing and the date of filing in the United Stases and
when an interference situation is under consideration. If at the
time of making an action the examiner bas found such an
intervening reference, be or she simply rejects whatever claims
may be considered unpatentable thereover, without paying any

Rev. 14, Nov. 1992

themxtmﬁmmmmmy erecilica ymmm
mmbeﬁMmmw ing the reiectio lfﬂlsmﬂ
WWNMN%@Myw ontinue
rejection.

Form Paragraph 2.19 may be used in this instance.

§ 2.19 Qvercome Rejection by Translation

Applicant cannotrely upoa the foreign priotity papers i overcome
the rejection because acestified transistion of said papers has notbeen
made of record. See MPEP 201.15.

Ezaminer Note:

This peragraph should follow a rejection bassd on an intervening
refezence.

In those cases where the applicant files the foreign papersfor
the purpose of overcoming the effective date of a reference a
translationisrequired, if the foreign papers arenotin the English
language. When the examiner requires the filing of the papers,
the translation should also be required at the same time. This
translation must be a sworn translation or a ranslation certified
as accurate by a sworn orofficial ranslator. When the necessary
papers are filed w overcome the date of the reference, the
examiner"s action, if be or she determines that the applicant is
not entitled to the priority date, is to repeat the rejection on the
reference, stating the reasons why the applicant is not consid-
ered entitled to the date. If it is determined that the applicant is
entitied to the date, the rejection is withdrawn in view of the

If the priority papers are already in the file when the
examiner finds a reference with the intervening effective date,
the examiner will study the papers, if they are in the English
language, to determine if the applicant is entitled to their date.
If the applicant is found to be entitled to the date, the reference
is simply not used but may be cited to applicant on form PTO-
892. If the applicant is found not eutitied to the date, the
unpatentable claims are rejected on the reference with an
explmauon.lfthepapersmnmmthelinghshlmguagem
there is no ranslation, the examines may reject the unpatentable
claims and atthe sume time require an English transiation focthe
purpose of determining the applicant’s right to rely on the
foreign filing date.

The foreign application may have been filed by and in the
name of thc assignee or legal representative or ageat of the
inventor, as applicant. In such cases, if the cestified copy of the
foreign application corresponds with the one identified in the
oeth or declaration as required by 37 CFR * <2 apd no discrep-
ancies appear, it may be assumed ™. the inventors are entitled
to the claim for priority. If there is disagreement as @ inventors
omhemﬁedwpy mmmmmmmm
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in the foreign country, .
any claims based oa such foreign applica
would be entitled to under our laws m wm The foreign
application must be examined for the question of sufficiency of
the disclosure under 35 U.S.C. 112, as well as to determine if
there is a basis for the claims sought.

In applications filed from the United Kingdom there may be
submitted a certified copy of the “provisional specification,”
which may also in some cases be accompanied by a copy of the
“complete specification.” The nature and function of the United
Kingdom provisional specification is described in an article in
the Journal of the Patent Office Society of November 1936,
pages 770-774. According to United Kingdom law the provi-
sional specification need not contain a complete disclosure of
the invention in the sense of 35 U.S.C. 112, but need only
describe the general nature of the invention, and neither claims
nor drawings are required. Consequently, in cousidering such
provisional specifications, the question of completeness of
disclosure is important. If it is found that the United Kingdom
provisional specification is insufficient for lack of disclosure,
reliance may then be had oa the complete specification and its
date, if one has been presented, the complete specification then
being treated as a different application and disregarded as to the
requirement to file within one year.

In some instances the specification and drawing of the
foreign application may have been filed at a date subsequent 0
the filing of the petition in the foreign country. Even though the
petition is called the application and the filing date of this
petition is the filing date of the application in a pasticular
country, the date accorded here is the date on which the speci-
fication and drawing were filed.

It may occasionally bappen that the U.S. application will be
found entitled to the filing date of the foreign application with
respect to same claims and not with respect o others. Occasion-
ally a sole or joint applicant may rely oa two or moge different
foreign applications and may be entitied (o tbe filing date of one
of them withrespect to certain claims and to another with respect
to other claims.

201.16 Using Certificate of Corvection to
Perfect Claim for Priority under 35
U.S.C. 119 [R-14]

Under 35 US.C. 119, an applicant may assert a right of
priority and claim the benefit of an earlier filing date in a foreign
country, in this regard, 35 U.S.C. 119 states:

No application for patent chall be entitled @ this right of
priority unless @ claim therefor and 8 certified copy of the original
foreign application, specification and drawings upon which it is
baged ere filed in the Patent and Teademark Office before the patent
is granted...

The failure to pesfect aclaim to foreign priocity benefit prior
to issuance of the patent may be cured by filing a reissue
application: Breaner v. State of Israel, 158 USPQ 584 (**>D.C.
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case, aclaim to foreign priority benefits bad notbeen filed inthe
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tion.”

Although In re Van Esdonk involved the pasent of a
continuation application filed under 37 CFR 1.60, tis properto
apply the holding of that case in similas factual circumstances o
any patented application baving beaefits under 35 US.C. 120.
‘This is primarily because a claim to foreign priority benefits in
a continuing application, where the claim has been perfected in
the parent application, constitutes in essence a mere affinnation
of the applicant’s previously expressed desire to receive bene-
fits under 35 U.S.C. 119 for subject matter common (o the
foreign, parent, and continuing applications.

In summary, aCertificate of Correction under 35U.S.C. 255
and 37 CFR 1.323 may be requested and issued in order ®
perfect aclaim for foreign priority bepefitin a patented continu-
ing application if the requirements of 35 U.S.C. 119 had been
satisfied in the parent application prior to issuance of the patent
and the requirements of 37 CFR 1.55(a) are met.

However, a claim o foreign priority benefits cannot be
pesfected via a Certificate of Cosrection if the requirements of
35U.8.C. 119 had not been satisfied in the patented application,
or its parent, prior to issuance and the requirements of 37 CFR
1.55(a) are not met. In this latter circumstance, the claim to
foreign priority benefits can be perfected only by way of a
reissue application in accordance with the rationale set forth in
Brenner v. State of Israel, supra.

202 Cross-Noting

202.01 In Specification [R-11]

37 CFR 1.78. Claiming benefit of earlier filing date and< crozs-
refevences to other applications.

(2) An spplicstion may claim an invention disclosed in aprior filed
copending sationsl ypplicetion or internstionsl spplicetion designat-
ing the United States of Americe. In ovder for an application b cleim
the benefit of a prior filed copoading nationsl spplicstion, the prior
appliceiion must nene 18 80 invenioe % least ong inventor named inthe
later filed applicetion wnd disclose Ge namnd invenlos's ivestion
claimed in & least one claim of the lates filed in the manner
provided by the firet paregraph of 35 U.S.C. 112. In eddition, the prios
applicetion zwamt be (1) complete e et forth in § 1.51, or (2) entited
o a filing dete e get forth in § 1.53(b) snd include the besic filing fee
setforth in § 1.16; oz (3) entitled to a filing dute ss et foathin § 1.53(b)
snd bave paid therein e processing and relention fee et forth in §
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specification following the title a reference to such prior application,
identifying it by serial number sad filing date or intemational applica-
tion number and intemational filing date and indicating the relationship
of the applications. Cross-refevences to other related spplications may
be made when appropriate. (See § 1.14(b).)

COBRE

See also 37 CFR 1.79 and MPEP § 201.11.

There is seldom a reason for one application to refer (o
another application with no common applicant where the appli-
cations are not assigned o a common assignee. Such reference
ordinarily should not be permitted.

202.02 Notation on File Wrapper of 2
Divisional, Continuation, Continuation-
in-Part, or Substitute Application [R-11}

The beading of a printed patent includes all identifying
parent data of continuation-in-past, continuation, divisional,
substitute, and reissue applications. Therefore, the identifying
data of all pasrent or prior applications, when given in the
specification must be inserted by the examiner in black ink on
the file wrapper iu the case of a DIVISION, a CONTINU-
ATION, aCONTINUATION-IN-PART and, whether given in
the specification or not, in the case of a SUBSTITUTE Appli-
cation.

Where pareat of prior application data is preprinted on the
file wrapper, the examiner should check that data for accuracy.
Where the data is coerect, the examiner should initial the file
wrapper in the provided space. Should there be emor in the
preprinted application serial number, or omission of same, the
application should be forwarded to the Application Division for
correction of eniry of the data, accompanied by an explanatory
memorandum. Only these terms should be used to specify the
relationship between applications because of clarity and ease of
printing. The staws of the parent application should also be
indieated if it has been patented, abandoned, or published under
either the Defensive Publication Program or the Trial Voluntary
Protest Program. Note MPEP § 1302.04(6). The “Nooe" boxes
must be marked whea no parent or prioe application information
is present on the file wrappers containing such boxes. This
should be done no Later then the fifst action.

The inclusion of parent of prioe application information in
the beading does not necessarily indicate that the claims are
entitled to the benefit of the earlier filing date.

See MPEP § 306 for work done by the Assignment Division
pertaining to these particular types of applications.

In the unlikely situation that there has been no reference ©
a parent application because the benefit of its filing date is not
desized, no notation s to the perent case in made on the face of
the file wrapper.

Rev. 14, Nov. 1992

MANUAL OF PATENT EXAMENING PROCEDURE

example: Apphwmﬂmher(umuymodel) 862854

At the present time the computer printed file wrapper labels
include the prior foreign application information. The examiner
should check this information for accuracy. Should there be
error, the examiner should make the appropriate corrections
directly on the file wrapper in black ink. The exaaviner should
initial the file wrapperin the “VERIFIED" space provided when
the information is correct or has been amended ¢ be corect.
However, the examiner must still indicate on the Office action
and on the file wrapper whether the conditions o£ 35 U.S.C. 119
have been met.

If the filing dates of several foreign applications are claimed
(see MPEP § 201.15, last paragraph) and satisfactory papers
bave been received for each, information respecting each of the
foreign applications is ® be eatered on the face of the file

The front page of the patent when it is issued, and the listing
in the Official Gazette, will refer o the claim of priority, giving
the country, the filing date, and the number of the application in
those cases in which the face of the file has been endorsed.

202.04 In Qath or Declaration [R-11]

As will be noted by reference to MPEP § 201.14, 37 CFR
1.63 requires that the oath or declaration include certain infor-
mation concerning applications filed in any foreign country.
202.05 In Case of Reissues [R-11]

37 CFR 1.179 requires that a notice be placed in the file of

an original patent for which an application for reissue has been
filed. See MPEP § 1431.

203 Status of Applications

203.01 New

A“new” application is onethat bas notyetreceived an action
by the examines. Mmmﬁbdmmmwm
Action does not alter the status of & “new™ appli

200-32



203.02 Rejected

An application which, during its pe
ing group and before allowence, ¢
examiner’s action is designated as a “rejected” &
status as a mjwwd“mp&wmeomsmmmm
upon by the applicant in response o the examines’s action
(within the allotted response period), oe until it becomes aban-
doned.

203.03 Amended

An “amended” or “old” application is one that having beea
acied on by the examiner, has in tura been acted on by the
applicant in response 10 the examines’s action. The applicant’s
response may be confined to an election, a traverse of the action
taken by the examiner or may include an amendment of the
application.

- 203.04 Allowed or in Issue

An “allowed™ application or an application “in issue” is one
which, baving been examined, is passed to issve as a patent,
subject to payment of the issue fee. Its stats as an “allowed”
case continues from the date of the notice of allowance until it
is withdrawn from issue or until it issues as a patent or becomes
abandoned, as provided in 37 CFR 1.316. See MPEP § 712.

The files of allowed cases are kept in the Patent Issue
Division, arranged by Baich Number.

203.05 Abandoned [R-11]

An abandoned application is, inter alia, one which is re-
moved from the Office docket of pending cases (1) through
formal zsandonment by the applicant (acquiesced in by the
assigrze if there is one) or by the attorney or agent of record, (2)
through failure of applicant to take appropeiate action at some
stage in the prosecution of the case or (3) for failure to pay the
issue fee (MPEP §§ 203.07, 711 v 71108, 712).

203.06 Incomplete [R-11}

An application lacking some of the essential parts and not
accepied for filing is termed am incomplete application. (MPEP
§§ 506 and 506.01).

203.07 Abandonment for Failure to Pay Issue
Fee [R-11}

An allowed application in which the Issue Fee is not paid
within three moaths after the Notice of Allowance in accoe-
dance with 35 U.S.C. 151 is abandoned for that reason (37 CFR
1.316(a)). The issue fee may however be accepled by the
Commissioner if on petition it is shown that the delay in
payment was unavoidable and payment of the fee for delayed
payment of the issue fee under 37 CFR 1.17(1), in which cuse the
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20308 Status Inquiries

ing procedures now peovide for the routine
mﬁmﬁwtﬁemmmgmafﬁnm%&ﬂmmry
case of allowance of an application®*, Thus, the® mailing of a
form PTOL-327 **ix addition t0 a formal Notice of Allowance
(PTOL-8S) in all allowved cases would seem 0 obviate the need
for status inquiries ewn as & precavtionary measure where the
applicant may believe his or bes new application may have been
passed to issue on e first examination. However, as an excep-
tion, a siafus inquiry would be appropeiate where a Notice of
Allowance is not received within three months from receipt of
*¢form PTOL-327%%,

Current examining procedures also aim to minimize the
spread in dates among the various examiner dockets of each ant
unit and group with respect to actions on new applications.
Accordingly, the dates of the “oldest new applications” appear-
ing in the Official Gazerte are fairly reliable guides as to the
expected time frames of when the examiness reach the cases for
action.

Therefore, it should be rarely necessasy to query the status

of a new application.
AMENDED APPLICATIONS

Amended cases are expecied to be talcen up by the examiner
and an action completed within two moaths of e date the
examiner receives the case. Accoedingly, a status inquiry is not
in order after response by the attorney until five or six moaths
have elapsed with no respounse from the Office. A post card
receipt for responses w Office actions, adequately and specifi-
cally identifying the pepess filed, will beconsidered prima facie
peoof of receipt of such papers. Where such proof indicates the
timely filing of a response, the submission of a copy of the post
card with a copy of the response will ardinasily cbviate the need
for a petition to revive. Proof of receipt of a timely response w0
a final action will obviate the need for a petition to revive only
if the response was in compliance with 37 CFR 1.113.

IN GENERAL

Such status inquiries 88 may be *necessary may be more
expeditiously processed by the Office if each inquiry includes
the application Serial Numbes, filing date, name of the appli-
cant, nasne of the examiner who prepared the mostrecent Office
acm.mdmatm(m&mmemmmﬁce
e )-MunmhMMamsofm
application, sad is sccompanied 5500
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203.08(a)
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wil also be given.

tomemfmmmbemwmm smm
mmmwmmmnmm
ing groups for directaction, Such letters will be stamped “Status
Letters.” - ‘ :

If the corr is not entitled to the information, in
vicw of 37 CFR 1.14, be or she should be so informed.

ForConmssionﬂmdmoﬂiciﬂmqmweMPEP
§203.08(a). o

The ongmal letter of mqu >megadmg & pending of
aban.doned application< should be **>made of record in the
@pmmmdmi@edamwmbe« The reply © an
*aquiry which includes a self-addressed, postage-paid postcard
shouidbeMeonthepoﬂwdeMumm

envelope. >The file record should also reflect, either on the

original letter o in a separate paper, the nature of the reply tothe
inquiry and the d:te on which the reply was made.< :

In cases of allowed applications, a memorandum should be
pinned to the inquiry with a statement of date it was forwarded
to the **>Publishing< Division. The memorandum and inquiry
should then be sent to the “*>Publishing< Division. This
D:v:smnwxlluonfythemuwoﬂhedmomemof
allowance and the status of the application with respect 0
paymmtofmemfeemdabmmfwfaﬂmmmyme
issue fee. ;

mmmmumammw
mere maiters of inquiry, it should not be marked as a “status
letter”™**, Such letters must be entered in the application file as
a permanent pert of the recoed. The inquiry should be answered
by the examiner, however, and in a manner consistent with the
provisions of 37 CFR 1.14.

Baev. 14, Nov. 1992

Cormrespondence and inquiries from the White House, Mem-
bers of Congress, embassies, and beads of Executive depant-
ments and agencies normally are cleared theough the Office of

the Assistant Commissioner for External Affairs.

Whea persons from the designased official sources request
services from the Offfice, or information regarding the business
of the Offfice, they should, under long-standing instractions, be
referved, at leastinitially, to the Office of the Assistant Commis-
sioner for External Affairs.

mmmmwmmmummm
handling of contacts from the indicated sources, and also so thag
mpmmmvudmwamm
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- dence from Coagress or the White House, should immediately

be transmitied to the Office of the Assistant Commissioner for
External Affairs by messenger, and the Office of the Assistant
Comanissioner for External Affairs should be notified by phone
that such correspondence has been received.
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