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The right to & patent for & design stems from:

3§ USC 171 Patents for designs Whoever inveats eny pew,
midmlud«umnlddnﬁo:mu&dedmuﬁcmamy
om:ht.iﬂe. 0 the d

‘The provisions of this title relating to patents for inventions hell
spply to petents for designs, cacept @ ctherwise provided. © © ¢

37 CFR 1151 Rules applicable The roles relating to epplicstions
for pateats for other inventions oz discoveries are aleo sppliceble to
mﬂ) patents for designs ezcept ® otherwise provided.

37 CFR *© 1.152-1.155, which relate only to design
patents, are reproduced in the sections of this chapter.
Mtisnotedthatdwgnpatentupp!iuﬁommw
included in whe Patent Cooperation Treaty

the procedures followed for PCT international appli-
cations are not to be followed for design patent appli-
The practices set forth in other chapters of this
Manual of Patent Bramining Procedure (MPEP) ere
to be followed in examining applications for design
patents, except ss particulerly pointed out in the
ChaptetSomesecuomcftmehptermakeipeqﬁc
referemem‘ to other sections or chapters of

1502 Definition of s Design [R4)

The design of an object consists of the visual char-

acteristics or aspects displayed by the object. It is the
sppearance presented by the object which creates
*4%a visual impect the mind of the observer.

ject or
is inseparable from the object Mo
which it is applied¢ and cannot exist alone merely as
& scheme of surface ornamentation. It must be a defi-
nite, preconceived thing, capable of reproduction and
not merely the chance result of a method.

(35 U.S.C. 112, firet and second peragarephs).

Form Pacagreph 1543
SUBJECT MATTER OF DESIGN PATENT

1500--1

. Since & design is manifested in sppearance, the subject matter of

o Design Patent may relste to the configuration or shape of an
object, to the surface ornamentation oa the abject or bothg

lmmﬂlemenu of a Design pPatent¢ Application

A design $Ppatent@ spplication has essentislly the
clements required of an application for a Putilityé
patent **%jfiled under 35 U.S.C. 101¢ (see Chapter
600). However, ualike the latter where a preamble to
the specification is no longer required, a preamble still
remains & requirement in & design Ppatentd application
(37 CFR 1.154).

®A claim is a necessary element of 8 design pstent
epplication.

A drawing is an essential clement of & design patent
application. (See later § 1503.02 of this Chapter for re-

quirements for drawings).
Form Paragraph 1505
DESIGN PATENT APPLICATION ARRANGEMENT

The following oeder of arrangement ehould be observed in fram-

ing decign patent epplications:
(a)l’tamble,mﬁnathenmeo&'melpphummduﬂeofme

(&) Dacription of the figure or figures of the drawings.

(c) Description, if any.

(&) Claim.

(o) Signed cath or declaration (See 37 CFR 1.153(b)).

In addition to the drewings filed as required, it is
premiseible to include with the application pepers &
photograph of the article, or in the case of a thin, flat
materiel such as cloth, a sample showing & complete
unit of the design.

For filing dste purposes, in those design patent ap-
plications contsining photographs for drawings con-
trary to the requirement for ink drewings, the Appli-
cation Division has been authorized to construe the
photographs es informel drawings, rather than to hold
the spplications incomplete as filed. By so construing
photographs when filed as informsl drawings in
design patent applications, the Office can sccept the
spplications without reguiring applicants to file peti-
tions to obtsin the original deposit dste as the filing
date. I such informal photogrephic drawings arve
filed, it is the responsibility of the examiner to deter-
mine whether or not the formal drawings, when filed,
contain new matter. See discussion of new matter in
MPEP 1504.

In view of the new matter roblemsmdsubwquent
questions of disclosure under 35 U.S.C. 112, first para
greph, which may result, the use of the photoguphs
as informal drawings lhould be mininal rather than
mm““

150301 Specification and Claim [R-4]

11;!‘7 tg:k “lg! Tiele, o and :1’.‘:"" oath ordoclamli:: ()

dedgn must designate the particular article. No de-
ectiption, other then e reference o the drewing, & cedinerily res
quired. The claim ehall be in formal terms to the ornamental design
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for the erticle (specifying pame) as shown, or &s thowa end de-
scribed. More than one claim is neither required nor permitted.

() The ocath or declesetion reguired of the epplicant must
comply with § 1.63.

37 CER 1.J54. Arrangement of specification. The following order
of errengement should be obeerved in framing design specifications:

(8) Preamble, siating name of the applicant and tile of the

(&) Description of the figure or figures of the drawing.
(¢) Description, if any.

(d) Claim.

(¢) Signed cath or declaration (See § 1.153(b)).

608
TITLE

The title is of great importance in a design $patentd)
spplication. It serves to identify the article in which
the design is embodied ¢ * * by the name generally
$known and@ used by the public. The title ehould be
ssedefinite Pand stated in singular form. For exam-
ple. e g gtove ¢ be called a “Stove” and

not ed “Heating Device.” The title may particulsrize
thetypeofmlemmdbyspeclfymgauae“Botﬂe

pame of the Gsubject matter shown in the drawing.

¢Form Paragraph 15.05.1
TITLE OF DESIGN INVENTION

The tide of the ecticle claimed in & detign patent must cor-
Wumammgmmmmax
ing.

To sllow latitude of construction it is permissible to
add ¢e pbrase such as— “or similar srticle”—¢ to the
title. ® & ¢
wqmmmmxs.os.z
USE OF “OR SIMILAR ARTICLE” IN THE TITLE

‘The title must be in the singular but o sliow latitude of construe-
wn&m&wmwhwﬂnM“mmuﬁ-

For paragreph 15.99
AMEND TITLE
For (1 insest resson], the title {2] amended dhroughout the
aﬁm.[oﬁmwuorldwmﬂmepmmm:[sj. ol
EBasminer Note: in bracket 2, insert “must be” or “hes been”.§
DEescRrIPTION
Any description of the © design in the specification,
other than s brief description of the drawing, is gener-
ally not necessary, eince as 8 general rule,§**® the il-
lustration $in the drawing views§ is its own best de-
scription. §In addition to the figure descriptions,
where necessary for clarity, the following types of
mtemnumpermmblemmespecnﬁum
of the of portions of
theclnmeddwgnwhnchuenotdlusmtedm
the drawing disclosure.

Rev, & Oct, 1966
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b. Statement which indicates that any broken line
iltustration in.the drawing disclosure is not a part
_ of the design sought to be patented.

¢. Description denoting the nature and environ-
mental use of the claimed design in situations
where en appropriate title cannot satisfy this re-
quirement.

d. A “characteristic” features statement descnb-
ing a particular feature of novelty or unobvious-
ness in the claimed design (37 CFR 1 7l(c))

Form Paragraph 1547

CHARACTERISTIC FEATURE STATEMENT

A “cherecteriptic” festure statement describing a particulsr fes-
ture of novelty or unobviousness in the clsimed design may be per-
missible in the specification. Such & etatement should be in terms as
“The cheracteristic festure of the design vesides in [brief but sccu-

rate description] or, if combined with one of the figure descriptions,
in terms such es the characteristic festure of which resides in {2
brief but sccurate description]. While consideration of the claim
goes to the total or overall appearance, the use of & “cheracteristic
feature” statement may eerve later (o lmit the claim, (MeGrady v
Aspenglas Corp. €t al. 208 USPQ 242).

The following: types of statements are not permissi-
ble in the specification:

a. Statements describing the construction or func-
tion of the claimed design.
b. A disclsimer statement directed to spy portion
of the claimed design invention. (See Ex parte
Remington, 114 0.G. 761, 1905 C.D. 761, (Coms.
mﬁIM); In re Blum, 153 USPQ 177 (CCPA
1967).
¢. Statements which describe or suggest modifica-
tions of the claimed design which are not illus-
trated in the drawing disclosure.

Form Pasagreph 15.60
AMEND ALL FIGURE DESCRIPTIONS
mFor[limm:mm]theﬁgmducﬁpﬁom[lemendedtomd:
Esaminer Note:
In bracket 2, insert “must be” or “have been”.
Form Peragraph 15.61
AMEND SELECTED FIGURE DESCRIPTIONS
For {1 insest reason] the description(s) of Fig(e). {2] {3) amended
to read: {4]
Ezaminer

Wotze:
In bracket 3, insert “must be” or “has or have been”.¢
CLAIM
A (eingleg claim Qonly§ is required and should be
in formal terms to $*“The¢® ornamental design for the
article (as specified in the title) as shown.” **¢
In re Rubinfield, 1959 C.D. 412, 123 USPQ 210
HCCPA 1959)¢)
¢Form Paregraph 15.62
AMEND CLAIM “AS SHOWN"
For proper form (37 CFR 1.153), the clsim [1] emended o vead:
{2} cleim: The omamentsl design for (3] es shown.
Ezsminer Note: .
1. In bracket 1, insert “must be” or “has been”.
2. In beacket 2, insert “I” or “We™.
3. In bracket 3, insert the title,

1500-2
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Form Paragreph 15.63
AMEND CLAIM “AS SHOWN AND DESCRIBED”

For proper form (37 CFR 1.153), the claim [1) smended to read:
IZIME&mmdwgnme]nlhownmddwﬂbed
Note:

1. In bracket 1, insert “must be” or “hes been”.
z.lnbncketz.m-t"l“or“We
3. In brecket 3, insert the title.

When there is & properly included special descrip-
tion of the design, or & proper showing of modified
forms of the claimed design, or other properly includ-
ed descriptive matter in the ification, the words
“and described” must be part of the claim, and must
follow the term “shown.”

Form Paragraph 15.64
ADDITION OF “AND DESCRIBED” TO CLAIM

Because of [1 insert sesson})—end described—{2] edded to the
cleim efter “chown”,

Emhum
In brecket 2, insert “muet be™ or “has bean®.

.- The ornamenta!l design which is claimed must be
showninsolidlinuinmeduw'mg.'l‘hereuenopor-
tions of a claimed design which are immateris! or un-

importent. (See In re Blum, 852 0.G. 1045, 153 USPQ
177, (CCPA 1967)).¢*%°

150302 Drawing [R-4]

37 CPR 1152 Drawing The most be represented by &

article. Appropriate
acter oF contour f the suzfaces
CSTANDARD FOR DRAWINGS¢

The necessity for good drawings in $ed dmgn
$patent§ application cannot be overemphasized. As
the drawing constitutes © the whole disclosure of the
design, it is of utmost imporisnce that it be so well
executed both ss to clerity of ing and complete-
ness thet nothing regarding the **“jdesigng sought to
be patented is left to conjecture. An insufficient draw-
ing may be fatal to velidity. (35 U.S.C. 112 §, firet and
second paragraphs@) Moreover, an insufficient draw-
ing would prevent obtaining the benefit of the effec-
tive filing data of the pareat application in & continu-
ing application since 35 U.S.C. 120 requires that the
invention in the parent application be disclosed in the
ﬁqznnerpmvidedbyﬂneﬁrstmaphofssus.c.

The drawing figures should be sppropristely sur-
fwenhadedtoohowcleaﬂythecbnrmermd/orcon-

eppesrence
suzface dhading wust be veed o dhow the char.
represenied.

cles where. it is necessary to delineste plane, concave,
conves, raised and/or depressed surfaces of the sub-
ject matter, and to distinguish between open and solid
aress.

Noualsothereguiru of 37 CFR 1.84.
Form Paragraph 15.05.
DRAWING DISCLOSURE OBJECTED TO

The deawing disclovase is objected to [1 tasest reason).

1500-3
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Form Paragraph 15.05.4

PHO;‘I?PRINTS ‘FOR FROPOSED DRAWING CORREC-
TI0

A photoprint or photoprints ehowing the proposed corrections in
red ink must be submitied for the examiner’s approval. Care should
be exercised to avoid introduction of new matter. (SSUS.C. 132;
37 CFR 1.118).

Form Paragraph 15.05.5

DRAWING CORRECTION REQUIRED PRIOR TO APPEAL
Any eppesl of the degign claim must include & correction of the

drawings in sccordance with Ex paree Bevan, 142 USPQ 204 eud

mmfollowthepmeedmmfonhmmunmhedwm
No. llmlenl':petNumbex]
Ezsminer Note:

This peregreph can be vesd in o fins! rejection where sn out-
umdingmuimentfoudnwingmﬁonhumbmuﬁ-

Form Paragraph 15.06
FROCEDURE FOR GDRRECHONOI’DRAWING

All spproved drawing corrections must be made by ¢ Bonded
Drafisman efter Notice of Allowance bes been received. (See at-
tached PTQ-1474).

Eszsminer Note:
See form pasagrsphs in Chapter 600 for edditions) parsgraphs
ce: drawing cf
Form Paragraph 15.07
AVOIDANCE OF NEW MATTER

When prepering new drawings in complissce with the require-
ment therefor, care must be exercised to avold introduction of eay-
thing which could be construed to be vew matter, the same being
peohibited by 35 U.S.C. 132 end 37 CFR 1.118,

Form Paragraph 1549
SURFACE SHADING NECESSARY

The drawing figures should be sppropeistely sheded to chow
clessly the cheracter end/or contour of ell eurfuces representod.
This is of impotiance in the showing of theee- dimension-
el asticles whese it is necessary to delineste plane, concave, coaves,
reised end/or depressed susfeces of the eubject matter, ead to ds-
tinguith between open and closed aress.

Drawing disclosure of design cluim§

The ornamentsl design which is being claimed must
be shown in solid lines in the drawing. §Brokend lines
for the purpose of indicating ummpomntornnmte-
rial festures of the design ® are not ‘There
are no portions of & claimed design which ere imms-
terial or unim t. In re Blum, 852, 0.G. 1045, 153
USPQ 177. §, (CCPA 1967 >: In re Zahn, 204 USPQ
988 (CCPA 1980).

For questions of new matier, see MPEP 1504,

Form Perogreph 19.90
DESION CLATMED SHOWN IN FULL LINES (N RE 245N,
204 USP( 988)

‘The ornamental design wiich is claimed must be shown la solid
mmmmmmg&emazm;m
importent o imematerial festuses deelgn are pesmitied.
There axe 0o porticns of e claimed dedign which are immateriel oe
unimporiast. (See In re Blum, 852 O.G. 1048, 133 USEQ 177; I re
Zahn. 204 USFQ 968).

Whileaucﬁomlviewwhicixmoreclaﬂybﬁnp

out the design is permissible (see Ex parte Lohman,
1912 C.D. 336, 184 O.G. 287 (Comr. Pats. 1912)),

Rev. 6, Oct. 1986



1504 MANUAL OF PATENT EXAMINING PROCEDURE

those which are presented for the purpose of includ-
ing purely functional festures, or for exhibiting me-
chanical functions or interior structure not related to
the design, are not favored. It is the subject matter as
seen by the cbeerver, not its interior structure, which
should be shown. With practicelly ell articles except
flat, thin goods such as fabrics, at least two well exe-
cuted views are necessary, showing the article in
three dimensions.

Foim Paregraphs 15.48
NECESSITY FOR GOOD DRAWINGS (35 US.C. 112, PARA-
GRAPHS 1| AND 2)

Mneeautyforgooddnwmpmldeuppmmtppmm
cannot be over-emphasized. As the drawing congtitutes the whole
disclosure of the design, it is of uimost imporisnce that it be 5o well
ezecuted both e to clasity of chowing end completencss that noth-
nguptmthedeugnmghtwbememdulentom

inmufficient deawing may be fatal to velidity. (35 U.S.C. 112,
mmmm) bMoseover, an insuflicient

s set forth in PMPEP¢
1503.01. Such showing by broken lines should not be

in a manner as to obscure or confuse the
appeasance of the claimed design (note 35 U.S.C.

112). In general, §whend such broken lines fare used,

the.mlmctmatter“ ¢ e forwhxchthedeugnpro-
tection is sought. © ¢

@Foem Paragreph 15.50.1
USE OF BROEEN LINES IN DRAWING

Baviconmental structure may be illusirated by brokes lines in the
deswing if clessly designated e environment in the specification
(See MPEP 1503.02).
Poem pasagreph 15.50.2
DESCRIPTION OF BROKEN LINES

The following ststement must be used (o describe the broken line
ostbeduwmg—ﬁebmimﬁauﬁowiuoﬂl]btmmm
Hatement

Exominer Note:

In bracket 1, insert mame of etructuse. In brecket 3, insest
“must be” or “has been®.
Fotm pacagraph 15.50.3
OBJECTIONABLE USE OF BROKEN LINES IN DRAWING

Dotted lines or broken lines wed for eavironmentsl structure
Mwmmmmmewpfmmwmm

Hev. 4, Oct. 1986

design for which design protection is sought. Such dotted or

. broken lines obecure the claimed design end render en indefinite

disclosure (35 U.S.C. 112).

Form Paragraph 15.50.4
PROPER DRAWING DISCLOSURE WITH USE OF
BROKEN LINES
Where broken lines eavironmental siructure must cross
the full line disclosure of the clsimed design, & separete figure
thowing the broken lines must be included in ihe drewing in sddi-
tion to the figures showing caly claimed eubject matter.
Exsmine Nota:
‘This paragreph chould be used where broken disclosire in the
drewing aids in understanding the pature of the cleimed design.
USE OF INDICIA

Indicia or legible matter should not be required to
beremovedfromtheuhowmgoftheclmmedmbject
matter unless it appears to be merely instructional,
such as game rules, move sequences or the like and
trade names, or such similar matter which manifestly
is not & part of the invention claimed.

USE OF PHOTOGRAPHIC DRAWINGS

Attention is directed to the paragraphs headed
“Photographs” and “Special Cetegories” in MPEP
608.02. It is emphasized that the acceptance of photo-
mphsuduwmpmtpecmlcategomuaveryre-
stricted practice. It is further emphagized that the
phragse “ornamental effects” as used in MPEP 608.02
was pever intended, and is not intended to be & blan-
ket inclusion of drawings in design patent spplications
directed to ornamentsl designs. Because of the techni-
cal problems in printing United States design patents,
reproductions of photographic drawings tend to result
in vague and indefinite disclosure. In those rare situs-
tions where photographic drawings are permiseible in
design petent spplications, strict adherence to the
guidelines set forth in MPEP 608.02 will be required.
Form Paragraph 15.45
PHOTOGRAPHS AS INFORMAL DRAWINGS

For filing date purposss, in those Design Patent applications coa-
m;pmmfmmmmwuwm
iak deawings, the Application Division bes been suthorized to coa-
mmmuwmmmmunnmmm

sccept the epplications
out vequiring epplicants to file petitions (o obtain the origins! de-
poeit date o8 the filing date,
Form peregraph 15.57
NOT-ENTERED DRAWINGS RETURNED
‘The son-entered deawings flled [1] will be returned 1o epplicent(s)
upon proper request. The request must be filed within e ressonsble

time. Otherwise the drawing may be disposed of et the discretion of
mmmmvmmm

1504 Esaminstion [R-4)

$e. Novelty and Unobviousness (35 U.S.C. 102; 103}¢
In design *$patent spplications§ as in ***Putility
“patent epplicationsq, novelty and unobviousness ere

necessary prerequisites to the grant of a patent. In the

weofdezn,themvenuvenoveltyoorunob-

viousness§ resides in the shape or coafiguration ©

1500-4
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$and/or surfeceg¢ ornamentation **%p of the subject
matter which is claimed. This is¢ in contradistinction

to the structure of a machine, article of manufacture

or the constitution of a composition of matter hcon-
gsidered in a “utility” inventiong.

$SEARCH¢

¢eopNovelty and unobviousness of a design claim§
must generally be determined by & search in the §per-
tinent@®®® design classes. It is also mandatory that
the search be extended to the mechanical classes en-
compassing inventions of the same general type.¢**®
Catalogs and trade journals are also $to bed consult-
d.“.

$Analogous Art

(e) Single Asnticipatory Reference

The use to which an article is to be put has no
bearing on its patentability as a design, thus if the
prior art discloses any article of substantially the same
‘appearance as that of applicant, it is immaterial what
‘the use of such an article is. The Coust of Customs
and Patent Appeals in In re Glavas, 109 USPQ 50
(CCPA 1956) hss established that insofar as anticipa-
tion by & single prior art disclosure is concerned,
there can be no question as to mon-analogous art in
design cases.

(b) Combination of References

As stated in MPEP 904.01(c), “the determinstion of
which arts are anslogous is at times difficult. It de-
pends upon the necessary essentisl function or utility
of the subject matter covered by the claims and not
upon what it is called. For example, & tea mizer and a
concrete mizer are for the same art, namely the
mising ast, this being the necessary fonction of each.
Similarly, & brick cutting machine and 8 biscuit cut-
ting machine have the same necessary function.”
While the above guidelines are followed by both
design and utility ezaminers, the above guidelines
cited in the In re Glavas decision further provides
guidelines which supplement MPEP 904.01(c) and
also govern the combinstion of prior art in design
claim rejections under 35 U.S.C. 103. The following
quotation from the Glovas decision explsing the
Court’s position which is established practice in exam-
ining design patent applications.

“As regards the combinstion of reference in
design cages, & different situstion is presented. A
design, from the standpoint of patentability, has
no utility other than its ornamental appesrance,
and the problem of combining references is there-
fore one of combining appearances rather than
uses. The principle of nonanslogous erts, there-
fore, cannot be spplied to design cases in exactly
the same menner as to mechanical cases. The
question in design cases is not whether the refer-
ence sought to be combined sre in analogous arts

. in the mechanics] sense, but whether they are 6o
related that the sppesrance of certain ornamental
features in one would suggest the application of
those features to the other.

1500-5
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Thus, if the problem is merely one of giving an
attractive appearance to a surface, it is immaterial
whether the surface in question is that of wall
paper, an oven door, or & piece of crockery. As
was pointed out in Northrup v. Adams, 1877 C.D.
322, 12 0.G. 430 (US.C.C. E.D. Mich.), the
peinting “upon a familiar vase of a copy of Stu-
art’s portrait of Washington™ would not be pat-
entable. The situation in the cas» of In re
Jabour,—{86 USPQ 98 (CCPA 1950), was of the
type just mentioned since it involved the applica-
tion to a tank of surface ornamentation previous-
ly applied to & microphone.

On the other hand, when the proposed combi-
nstion of references involves material modifica-
tions of the basic form of one article in view of
another, the nature of the articles involved is &
definite factor in determining whether the pro-
posed change involves invention.”

Here the Court has held in paragraphs | and 2 that
where features or components of a prior art reference
are ornamental in nature rather than functionsl, these
features may be relied upon in 35 U.S.C. 103 design
claim rejection even though the prior art reference
itself is nomanalogous. In situations as defined in the
last parsgraph of the sbove quoted statement, the
design examiner must rely on MPEP 904.01(c) for

policy guidelines concerning analogous art.
Novelty§

Inssmuch as & design patent deals with appearance
only, the test to be applied in determining the ques-
tion of novelty® is identity or similerity of appear-
ance. If 8 reference is found Ppwhich¢® is identical in
sppearance Pto that claimedq, the question of $aovel-
tg‘s‘ g. l%fz ;:oum. definitely settled in the negative (35

OFormm Pacagraph 15.11
38 U.S.C. 102(e) REJECTION

The clsim is rejected under 35 U.S.C. 102(s) ts clearly enticipat-
ed by (1) because the invention was known or used by others in
this coustry, or patented or described in & printed publication in
this or & foreign countsy before the invention thereof by the eppli-
caat for patest.

Forin paregreph 15.12 -
35 U.S.C. 102(b) REJECTION

The claim is rejected uader 35 U.S.C. 102(b) a8 cleasly enticipat-
ed by {1] because the invention was patented or described in a
printed publication in this or e foreign country or in public use 6
sale in this country move then one year prior to the application for
patent in the United States.

Form Pasagreph 15.13
35 US.C. 102(c) REJECTION
The claim is rejected under 35 U.S.C. 102(c) becawse the inven-
tion hes been shandoned.
Form Parsgraph 15.14
35 U.S.C. 102(d) REJECTIOR
The claim is rejected under 35 U.S.C. 102(5) ae modified by 35

U.S.C. 172, s clearly anticipated by [1] because the invention wes
first patented or caused to be patented, or wes the subject of an

Rev. 4, Oct. 1986
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inventor’s certificate, by the applicent or his legal represeatatives or
mgmmafmgncomrypmnothedﬂeoﬂheuppﬁuﬁonfor
pstent in this country or on an forpcmeatowmventor'l

cation in the Usited States.

Form Peragruph 15.15
35 U.8.C. 102(e) REJECTION

The claim is rejected under 35 U.S.C. 102(e) es clearly anticipat-
ed by [1} because the invention was described in @ petent granted

on an epplication for pateat by enother filed in the United States
beloge the invention thereof by the applicant for petent.

Form Paregraph 15.16
35 U.S.C. 102(f) REJECTION

The claim is rejected under 35 U.S.C 102(f) because spplicant did
oot bimeelf invent the subject matter sought to be patented.

Form Paragraph 15.17
35 U.S.C. 102(g) REJECTION
The clsim is rejected uader 35 U.S.C. 102(g) because before the
applicant’s invention thereof the invention wes made in this country
by another who had not shesdoned, suppressed or concealed it.
Uacbvicuenessd .
However, it more ofien occurs that the references
differ in some respects from the design clsimed and
the question of unobviousness is thus presented $(35
U.S.C. 103)¢ pAred® the differences in configuration
bend/or surface§ ornamentstion in the claimed design
uncbvious and do the differences add to its ornamen-
tal value? PAre¢® the differences for structural or
functional ressons, or for the purpose of ornaments-
m?lt.
$35 U.S.C. 103 and all of the case law interpreting
thst statute with equal force to a determina-
tion of the obviousness of either a design or e utility
patent application. As in any analysis of the obvious-
ness issue, consideration must be given to the follow-
ing:

(Grakam et al v. John Deere Co. of Kansas C’:’tyetal.
148 USPQ 459 (Sup. Ct. 1966) and Litton Systems Inc.
v. Whirlpool Corp., 221 USPQ 97 (Fed. Cir. 1984).

(1) Scope and content of the prior art

“The scope and content of the prior art has been
defined as that ‘reasonsbly pertinent to the i
problem with which the inventor was involved.' *
quoting Point Plastics Inc. v. Rainin Instrument Co.
Ine, 225 USPQ 519 at 521 (D.C. N.D. Calif. 1984). In
resolving the question of obviousness under 35 U.S.C.
103, the inventor is charged with full knowledge of
all of the prior art in the field of endeavor.

52) Difference between the Prior Avt and the Claim in
Esue.

Asn anslysis of the prior art must be made to deter-
mine if the claimed invention as & whole is obvious in
ﬁ%ofthediﬂ'ermbetweenthcprwmmdme
claim.

(3) Level of Ordinary Skill in the Art

In design & the fictitious section 35
U.8.C. 103 person of ordinary kil is the “designer of
articles of the types presented”. In re Nalbandian, 661

Bev. 4, Oet. 1966

MANUAL OF PATENT EXAMINING PROCEDURE

F.2d 1216; 211 USPQ. 782 (CCPA 1981) and In re
Carter, 213 USPQ 625 (CCPA 1982).

(4) Secondary Considerations

Secondary considerations such ss commercial suc-
cess are relevent and if such evidence is presented, it
must be considered. In re Rinehars, 189 USPQ 143
(CCPA 1972), In re Nalbondian, 211 USPQ 782
(CCPA 1981), end In re Felton, 179 USPQ 295
(CCPA 1973). See MPEP 716.

When & 35 U.S.C. 103 rejection is based vpon &
combination of references, there must be a reference,
& “something in existence”, the design characteristics
of which are basically the same as the claimed design.
In re Rosen, 213 USPQ 347 (CCPA 1982). See also
comments under analogous art above.

Form Peregraph 15.18

BUVsEC |03hnmcnw ON (SINGLE RBI'~'ERBNCB)m‘,mm“,Ie
The cleim under 35 U.5.C 103 es being

over [1]. Although the invention is not identically disclosed or de-
scribed es set forth in 35 U.S.C 102, if the differcaces between the
subject mutter sought to be patented sed the prior art ere cuch that
the subject matier es & whole would hsve been cbvious at the time
the inveatios wes made 0 o person having ocrdinery okill in the ent
mmmmmmpmmmmhmm-
Form Peragraph 15.19

350U.8.C. 103 REIECTION (MULTIPLE REFERENCES)

The vejected uader 35 U.S.C. 103 e being vapeteatsble
over [1) in view of {2].

Although the invention s not ideatically disclosed or daseribed
05 set forih ia secticn 102 of the statute, if the differences betwosn
mmmmwummmm wre
that the subject matter 6 & whole would have been obvipus et
time the inveation was made to @ pesson of ordizery 1kill in the
mmmmmmuhm Bot

Form Pasegraph 15.19.1
SUMMARY STATEMENT OF REJECTIONS
The cleim stends rejected vnder {1].

Ezsminer Note:
1. Uee 36 cummery sistement of rejectioals) in Office ecticn.
2. In brecket 1, insert eppropeiate basis for rejection, ie. siatu.

For Paregraph 15.56

CLAIMED DESIGN IS PATENTABLE

The claimed design is patentable over the refesences cited.
Other considerations

1. For guidelines and cases to be cited in rejections
based on public use of sele, see MPEP Chapter 2100,
2. Registration of & design abroad is considered to
be equivalent to patenting under 35 U.S.C. 119 and
102(d), whether or not the foreign grant is published.
(See Ex parte Lancaster et al, 833 O.G. 8, 1966 C.D.
20 (Bd. Appls. 1965); Ex parte Marinissen, 842 O.G.
§28, 158 USPQ 528 (Bd. Appls. 1966); 4ppeal No.
23948, Decided April 30, 1965, 833 0.G. 10, 1966
C.D. 22 (Bd. Appls. 1965); Ex parte Appeal decided
September 3, 1968, 866 O.G. 16, Bd. Appls. 1968). The
basis of this practice is that if the foreign applicant
hes received the protection offered in the foreign

gk

'E!i
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country, no matter what the protection is called

(“patent”, “Design Registration”, etc.), if the United

States spplication is timely filed, a claim for priority
will vest. If, on the other hand, the U.S. application is
not timely filed, a statutory bar arises under 35 U.S.C.
102(d) as modified by 35 U.S.C. 172. In order for the
filing to be timely for priority purposes and to avoid
posgible statutory bars, the U.S. design patent applice-
tion must be made within six months of the foreign
filing. (See also MPEP 1504.10).

. The laws of each foreign country vary in one or
more respects. For example, under the German Law
(Federal Republic of Germany), Industrial Designs
are called Geschmackmusters and the grant of protec-
tion is effective from the dasy the application for regis-
teation is filed, In re Talbots, 170 USPQ 281 (CCPA
1971) and Ex parte Weiss, 159 USPQ 122 (Bd. Appls.
1967). Like the British Law, the Swedish Law re-
quires an application to be subject to examination to
establish whether requirements for re of the
design are satisfied. See Jn re Monks, 200 USPQ 129
(CCPA 1978). A design patent does not gain legal
force, under Swedish Law, for pusposes of 35 U.S.C.
102(d), until registration is granted, following publica-
tion of the application, even though Swedish Law
provides for reeovery of damages for unauthorized
exploitation during the application’s pendency. See Ex
parte Lander, 223 USPQ687 (Bd. Appls. 1983).

Improper Subject Matter under 35 U.S.C. 171,

1. Design gutent applications which disclose subject
matter which is obviously the result of purely func-
tional considerations will be rejected as not meeting
the requirements of ornamentality under 35 U.S.C.
171. This includes designs where the differences over
the prior ast are purely functional in purpose and der-
ivation, as well as those which disclose no susface or-
nsmentstion or configuration which can be attributed
to ornamental considerations. (fn re Carletti et al, 140
USPQ 653 (CCPA 1964); In re Cornwall, 109 USPQ
87 (CCPA 1956); Ex parte Joffe, 147 USPQ 45 (Bd.
.:;9%;:!)1). 1964) and In re Garbo, 129 USPQ 72 (CCPA

Form Paregreph 1508
35 US.C. 171 RESECTION AS PURELY FUNCTIONAL

The cleim is rejocted wnder 35 U.S.C. 171 28 not meeting the re-
quirements of ornementality, the subject matter being obwviously the
sesult of purely fuactionsl considerations.

Form Parsgreph 1509

35 U.SC. 171 REJECTION

mm&wmssusc 171 for the resson that (1),
Aujacﬁouoathe ofhekofmﬂﬂtyhclm

" yomd

teasy (o public policy. mmmr«mmuss

U.S.C. 171, (Bee MPEP Chapter 1300). Ako, identify the specific

ground(s) ect complied with ead give ressons why.

Form Peragreph 15.41
PUNCTIONAL, STRUCTURAL PEATURES NOT CONSID-

Atention is directed to the fact that dosign petent applications
are concerved eolely with the ormamente) eppecrance of en asticle

15007

of manufecture. The functionsl and/or structural features stressed
by spplicant in the papers ere of no concern in detign cases and are
neither permitied mor required. Function and structure fall under

- the reslm of utility patent applications.

Form Paregreph 15.44

PDBSIGN INSEPARAVLE FROM OBJECT TO WHICH AP-
LIED

Degign is inseparable from the object to which it is applied end
cannot exist alone merely es o scheme of ornamentation. It must be

& definite preconceived thing, cepable of reproduction, end not
merely the chance result of 8 metbod. (35 U.S.C. l‘l! 35 USC.

112, firet and second peragraphs.)
Be

$2.¢ Design espplications which disclose subject
matter which could be deemed offensive to any race,
religion, sex, ethmic group, or nstionality, such as
those which include caricatures or depictions, should
be rejected as not meeting the requirements of orna-
mentality under 3§ U.S.C. 171. *** Form Parasgraph
15.10 should be used.

Form Peregraph 15.10
FRIVOLOUS, OFFENSIVE SUBJECT MATTER

The disclosure end therefore the claim in this applicstion is re-
jected as being frivolous and against public policy, and therefore

improper subject matter for design petent protection umder 35
U.S.C. 171. Such subject matter to meet the reguire-

53]
E
It
Fiss
25
it

Form Plngmm 15.21
RE!BC‘I‘KON. 35 US.C. 112, FIRST AND SECOKD PARA

mm:wmssv&c 112, firet snd second pese-
graphs, g8 the claimed invention is not described in such full, clear,
wmemdmwmuwmmypmakjlhdmthqmm

Exsminne Nete:

lenguage is indefinite.
2. A full eaplonation ¢hould be provided with this rejection.
18.22 REJECTION, 35 U.S.C. 112, 2ad PARAGRAPH

‘The cleim is rejocted under 35 U.S.C. 112, second paregraph, e
belng indefinite for folling to y point out end distinctly
wmmmmmwmtwumm
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Z.Addafullexphumofthemechon
3. See also form paragreph 17

Form Parsgraph 15.21.8
35 US.C. 112 (PARAGRAPH 2) REJECTION

The clsim is rejected as fuiling to particularly point ouvt and dis-
tinctly cluim the invention es required in 35 U.S.C. 112, second
pasagreph. The designation of the design is 100 broad for the exam-
iner to make 8 proper examination of the claim per 37 CFR 1.104.

Applicant is therefore required to provide & sufficient explanstion
of the deszign regarding its nature and intended vse o that & proper
classification end relisble search can be made. Additions) informa-
tios, if availeble, regerding ficlds of sessch, pertinent prior ert, ad-
vertizing brochures and the filing of copending utility spplications
woald alio prove belpful. If & utility spplication has been filed,
please furnich its serial number.

This information chould be submitied in the form of e separate
paper sad should not be inseried in the specificetion (37 CFR 1.56).
See also 37 CFR 1.97, 1.98 and 1.99

Exeminer Note:

1. This rejection may be wed when the spplicant fails to re-
epond 1o e regpest for information and s otherwise decmed ap-
peopeiste.

Form Paragraph 15.56
REQUIREMENT FOR INFORMATION

A preliminery veview of this application indicutes thet the desig-
astion of the ssticle claimed is 00 broad thet it will be difficult for
the ezaminer 1o make 8 proper exsmination of the cleim &5 required
by 37 CFR 1.04.

Please provide sefficient explanstion to the clsimed design inven-
tiom regarding its neture end intended use oo that the moet appro-
mmwwmmmumm»
formetion should be eubmitied in (e form of remazks only, and
ehould aot be izseried in the specification.

mmmmmamm-
timent peioe agt, edvertising brochures, aad filing of copending
ummmmwmmumm

the respoase. Atieation is also directed to 37 CFR 1.96 end the pro-
cedure in section 609 of the Manusl of Patent Exsmining Procedure
es suthorized by 37 CFR 1.97, 1.96 sad 1.99.

Fellure o respoad prioe to s first Office sction on the merits may
wn.mmssus.c. 112 on euch firet Office action
i the exeminer is unsble (o make e proper examination.

mmmmd&umrmthepmolm
eace of 8 first Office ection on the merits in filing date order, will
continue vader the provisions of 37 CFR 1.101, MPEP 708,

Form Paragroph 15.66

EMPLOY SERVICES OF PATENT ATTORNEY OR AGENT

MESIGN)
Mﬁzvﬂu%d&mp«&uhﬂymmwm

attoeney or sgent. The Patent end Tredemark Office cannot id in
the selection of en attorney or agent.
New Matter

In design petent applications, as in applications filed
under 35 U.S.C. 101, additional or amended illustra-
tion involving new matter is in violation of 3§ U.S.C.
132; 37 CFR 1.118. In & design patent spplication ere-
sure of portions of the original disclosure may consti-
tute new matter. In general terms, if the additional or
amended illustration is reasomably supported
original disclosure under 35 U.S.C. 112, first and
second paragraphs, it will not be refused entry. Any
entered amendment of the claim involving new matter
will result in @ new rejection based on 53 U.S.C. 112,
first paragraph. (see In re Rasmussen, 211 USPQ 323
(CCPA 1981).

Rev. & Oet. 1906

by the

Form Paragreph 15.20 .
REJECTION, 35 U.SC. 112, FIRST PARAGRAPH (NEW
MATTER) ) .
The claim is rejected under 35 U.S.C. 112, firet paragraph, as {1].
Ezaminer Note:
Supply further explanstion &8s approprizte. New matier rejec-
tions chould be made under this section of the statute when the

cleims depend upon the new mastter. See also Form Paregreph
18.51.

Reconsideration

Formz Paragraph 15.38
REJECTION ADHERED TO

The arguments presented have been carefully coasidered, but aze
10t persuasive thet the rejection of the claim under {1 insert besis}
should be withdrawan.

Form Paragreph 15.39
OBVIOUSNESS UNDER 35 U.S.C. 103 REPEATED

It remsins the examiner's poeition that the {1 name of deziga)
design claimed es obvious under 35 U.S.C. 103 in view of {2).

Form Peragraph 15.39.1

35 U.S.C. 103 REJECTION REPEATED (MULTIPLE REFER-
ENCES)

It remsins the examiner’s postition that the clsim iz obvious
usder 35 U.S.C. 103 over {1 insert references] in view of {2 insert
other reference(s)).

Form Paregraph 15.35.2

l;l’l;l&!. REJECTION UNDER 35 US.C. 103 (SINGLE REFER-
)

The claim is agrin and FINALLY REJECTED under 35 U.S.C.
103 over [i].
Exeminer Note:
See paragraphs in Chapter 700, for “Action is Final” end “Ad-
visory efier Final” Peragrapha.

Form Pasagraph 15.40

FINAL REJECTION UNDER 35 U.S.C. 103 (MULTIPLE REF-
ERENCES)

The claim is egain and FINALLY REJECTED under 35 U.S.C.
103 s being unpatentsble over {l insert reference] in view of {2
insert other reference(s)].

Ezmminer Note:
See paragrephs in Chapter 700, for “Action is Finsl” end “Ad-
visory After Finel” Paragrephs.

Form Paregraph 15.40.1

FINAL REJECTION UNDER STATUTORY PROVISIONS
OTHER THAN 35 US.C. 103

The claim is egain and FINALLY REJECTED under [l insert
basis] es [2 insert resson).

Form Paregraph 15.51

NEW MATTER (35 USC. 132) REJECTION UNDER 35
U.S.C. 112, FIRST PARAGRAPH

The proposed edditions] or emended illustration has been ea-
tered, however wid amendment introduces new matter (35 U.S.C.
132,31cm:m)smcemeonmmmmdmnmmm

ressonable support for the the claim is rendered
indefinite vnder 38 U.S.C. 112, first paragraph. Accordingly, the
cleim is rejected uader 35 US.C. llzﬁmmhduwmdeﬁ-
niteness. (In re Rosmussen, 211 USPQ 323).

Form Passgraph 15.93
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RECONSIDERATION OF ABANDONMENT--PAPERS
LOST BY PTO

The Reguest for Reconsideration or Withdrawal of the holding

of shandonment snd eccompanying papers, filed [1), have been as-
sociated with the file.

In view thereof, it appears that & timely response was received in
the U.S. Patent snd Teademark Office.

Accordingly, this application is restored to peading stetus snd
will receive further consideration by the exsminer in the normal
course of business.

Form Paragraph 15.54

. RESTORE TO PENDING-—-LATE ASSOCIATION OF

PAPERS

The response filed [1] was not asociated with the file of the gp-
plication until afier Notice of Abandonment wes mailed.

‘The response wes timely filed.

Accoedingly, the Wotice of Abendonment is vacsted, and the ap-
plication is restored to pending siatus, to receive further consider-
ation by the exsminer in the normel couree of business.

Fosm Pasagraph 15.65
AMENDMENT MAY NOT BE POSSIBLE
m[llmahtbemuydefecnve.thak.umshtnmbepouible
" to [2] without introducing new matter.
Eesmlzce Note:
e (1) specify elther “disclosure” or “claim™.
Is [Z] describe e pouible comvective course of ection which
coald result in new matter,

150405 Restriction and Double Patenting [R-4]

Restriction, Multiple Embodiments, and Double
Patenting Procedures for handling restriction and
double patenting situations sre fully covered in
MPEP Chapter 800, to which reference should be

\. MULTIPLE EMBODIMENTS

it is permissible, in & proper case, to illustrate more
than one embodiment of & design invention in a single
spphuﬁon.ﬂowwa,mhembodmenumybepfe-
seated oanly if they involve 8 single inventive concept
and are not patentably distinct from one another. The
disclosure of plural embodiments does not require or
_justify more than e single claim, which claim must be
" in the formal terms stated in MPEP 1503.01 See In re
Rubinfield, 123 USPQ 210, 1959 C.D. 412 (CCPA
1959)). The specification should make clear that multi-
ple embodiments are disclosed and may perticularize
the differences between the embodiments.

2. RESTRICTION—~WHEN PROPER

Restriction msay be required under 35 U.S.C. 121 if
subject matter in & design patent spplicstion as dis-
closed in the drawing is either independent or distinct
and is able to support separste design patents.

s. INDEPENDENT INVENTIONS

Design inventions are independent if there is no ap-

parent relationship between two or more subjects dis-
closed in the drawings; that is, they ere unconnected
in design and operation. For example, a pair of eye-
glasses and a door handle; a bicycle and a camers; an
automobile and a bathtub. Also note examples in
MPEP 806.04. Restriction in such cases is clearly
proper. This situstion may be rarely presented since

1500-9
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design patent applications are seldom filed contsining
dislcosures of independent subjects.

b. DISTINCT INVENTIONS

Design inventions are distinct if two or more sub-
jects as disclosed in the drawings are related, for ex-
ample, two embodiments of & vase, and are patentable
(novel or unobvious) over each other. Restriction in
such cases is also clearly proper. On the other hand, if
non-distinct inventions are claimed in separate design
patent spplications, the issue of double patenting must
be raised. Note MPEP 806.05. In determining the
question of distinctness under 35 US.C. 121 in 8
design patent application, a search of the prior art
may be necessary.,

Form Parsgreph 15.27

'RESTRICTION UNDER 35 US.C. 121

”Wwoneofm following inventions is required under
.8.C. 125:
Group I—Figures [1] drawn to & [2].
Grouvp NFigures [3] drawn 0 o [4].
Essminer Nota:
Add groupe 88 neceesry.
The inventions ¢s grouped are distinet from each other becsuse

each presents an over-gll sppearence which is either new or unob-
vious over the other,

Evemiace Note: -
Al comments or explanations 6 BACEEEETY.

Bmhhvmmmwmmemon(l)ﬁmm
mdluveuquind status in the ast, sestriction for exsming-

pmpomuindmtedhm(uvsc.m).
is reminded that the respoase to be complete must {a-
clude 8 election of cne of the eaumeratod lnventions,
even though the requirement may be teaveseed. 37 CFR 1.143,

In view of the ebove requirement, action oo the masits s de-
ferred pending complisnce with the reguirement in eccondence
with Ex parte Heckmar, 135 USPQ 229.

Applicent is given 30 days from the date of this letter to meke as
election to avoid s question of ebendonment.

Form Paragraph 15.28
RESTRICTION UNDER 35 U.S.C. 121 (TELEPHONIC)

Restriction (o one of the following inventions s required wnder
I5USC 121:
Grouop I—-Figures [1] drawn o 8 [2).
Group H—Figures [3] drawn to 8 (4],
Esaminer Note:
Add groups es necessary.
mmmummmmmmm

cach presents en over-ell eppearance which s elther new or vach-
vious over the other.

Ensmiser Nots
Add comments or explanstions es necessary.

nmmmemmammwmmmomm
sad have scquired eeparute sistvs in the arl, restriction for
tion purposes as indicated is proper (35 U.S.C. 121).

During & discustion with [5] oe [6], a provisione! elec-
tion was made {7 (with travesse, without travere)] to prosscute the
inveation of Group {€]. Affirmation of this election thould be made
by epplicant in responding to (his Office sctioa.

Group [9] withdrawn from fusther consideration by (he examin.
ez, 37 CFR 1.142(5), es being for 8 noa-elected invention,

Form Peragraph 15,31
FROVISIONAL ELECTION REQUIRED. (37 CFR 1.143)

Bav. 4, Oct. 1986
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Applicant is advised that the to be complete must in-
clude o provisicns! election of cae of the eaumerated designs, even
though the requirement may be traversed. 37 CFR 1.143.

¢. SEGREGABLE PARTS—COMBINATION/
SUBCOMBINATION

Since under the law, & design patent covers only
the invention disclosed as an eatirety and does not
extend to segregable parts, the only way to protect
such parts is to apply for separate patents. Note Ex
parte Sandford, 1914 C.D. 69; 104 O.G. 1346 (Comr.
Pats. 1914) and Blumcraft of Pittsburgh v. Ladd, Comr.
Pats, 144 USPQ 562 (D.C. D.C. 1965). Thus, under
the segregable parts doctrine, the disclosure in the
drawings of segregable parts-combination/subcombi-
nation subject matter inherently represents distinct in-
ventions. Restriction in such cases is clearly proper.

It is emphasized thet independent eubject matter
end segregable peri-combination/subcombination sub-
ject matter must be supporied by separete claims
whereas only & single claim is permissible in & design
patent application.

A requirement for restriction under 35 U.S.C. 121
in & design patent spplication is supported by the

parte Heckeman, 135 USPQ 222 (PO
Super. 1960) and In re Kelly, 200 USPQ 560
(Comz. Pats. 1978).

Foem ngnph 1529
RESTRICTION UNDER 35 US.C. (SEGREGABLE PARTS)

3,mwmdmmmmmhmm
Group I—Figures f1] deawn o
mn—mmmw’.‘ﬂl

i
i
:
3

even though the requirement may be traverved. 37 CFR 1,143,
In view of ihe above wﬂononthcwmh
ferved peandiag with the requirement in sccordsnce
with Ex perie Heckman 135 USPQ 229,

Agplicent is given 30 days from the date of this letter to make en
election (o avold s question of shendonment.

Porm Paragraph 1530

UNDER 35 USC 121 (SECREGABLE

PARTS)

”mlwmofmmwgmbmm
Group I—Figures [1] draws t0 8 [2].
Croup N—~Figuses [3] deawn (6 & [4].

Exconiner Note:

Hiov. 4, Oct. 1986

jection in
U.8.C. 171 which states in the

MARUAL OF PATENT EXAMINING PROCEDURE

Add groupe a8 necessary. .

The inventions os grouped ere distinct from esch other since
under the law & design petent covers caly the invention disclosed
68 an entirety, and does mot extend to segregeble parts: the oaly
wey to protect such segregable parts is to apply for separete pal-
eats (Ex parte Sanford, 19146 C.D. 65, 204 0.G. 1346; and Blumeraft
of Pirshurgh v. Lodd, Comr, 144 USPQ 362). It is furiber noted
that combination/esubcombination eubject matter must be supported
by separsle claims, whereas oaly & single perrisgible in @
design patent spplication. (I re Rubinfleld, 123 USPQ 210).

Add comments of esplanations €5 necessary.

Dumg.ulephonedhcunonvnth[ﬂon[ﬁ].apﬂwmmc-
tion was made [7 (with tzaverse, without treverse)] to prosecute the
mmmofdmup(l].mofg:mmmubem

ez, 37 CFR 1.142(b) es being for & noa-clected invention.
Form Paragraph 15.32.

ACTION ON MERITS DEFERRED (BX PARTE HECEMAN
135 USPQ 229)

In view of the foregoing requirement, onthe
wiuidefmdpwdm;mpﬂmﬁthmmm
cordance with Ex parte Hechman, 135 USPGQ 229,

Form Peragreph 15.34

GROUPS WITHDRAWN FROM CONSIDERATION AFTER
TRAVERSE

Growp [3] withdrawn from further corsideration by e examin-
er, 37 CFR 1.142(b), es being for & son-elected invention, the re-
quirement having been traversed in Paper No. [2].

Form Pesagraph 15.36
GROUPS WITHDRAWN FROM CONSIDERATION WITH-
OUT TRAVERSE

Group [§] withdrewn from furthes consideration by the esamia.
e, 37 CFR 1.142(b), es being for the noa-elocted invention. Blec-
tion wes mede without travese in Peper No. [2].

Form Pasegreph 18,37
CANCELLATION OF NON-ELECTED GROUPS, NO TRA-

In view of the fisct that this eppliction s in conditica for ellow-
ance ezcept for the presence of Group (1] directed to e inventice
or inventions pon-elected without travesse and without the £ight to
petition tn Peper No. [2], said groups have been cencelled.

3. Double Patenting—/Attention is directed to the
Patent Law Amendment of 1984 (Public Law 98-622)
regarding modification of the double patenting prac-
tice

There are two types of double patenting rejections
which epply in the examination of design patent appli-
cations es in the examination of “Utility” spplice-
tions—~the “same invention” type and the “cbvious
ness” type. lnaddiﬁon,doubleputenﬁngmayemt(l)
betweentw:wor(z)m deoign upp.l?:{
or patents 8 patent
tions and s “utility” appliction end/or patent.

(&), Design-Design Double Potenting
1) The “same invention” double
i I design-cedign sivondons s bused on 35

singular thet an invens
tor “may obtain & patent”. This has been interpreted

- as meaning oaly one patent, thus prohibiting twice
1500-10
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claiming the same invention, see In re Thoringion et al,
163 USPQ 644 (CCPA 1969): In re Geiger et al 165

USPQ 572 (CCPA 1970). This type of double pateat- -

ing rejection cannot be overcome by terminal dis-
claimer (sece MPEP 804).

(2) The “obviousness” type double patenting rejec-
tion in design-design situations is a judicially crested
doctrine based on public policy rather than statute,
and is primarily intended to prevent prolongation of
monopoly by prohibiting the issusnce of & claim in a

.second design patent mot patentebly distinguishing
from the claim in e first design patent (fn re Thoring-
ton et al, 163 USPQ 644 (CCPA 1969); In re Russell,
112 USPQ 58 (CCPA 1956)). This type of double pat-
enting may be overcome by terminal discleimer
where (g) same inventive entities exists, or where, (b)
different inventive entities exist but said inventions are

b. Design-—Utllity Double Patenting

(1) A wtility patent and & design petent may be
based on the same matter; however, there must be
clear patentable distinction between them.

(2) Where the design invention as defined by the
claim as shown in the drawing views and the utility
invention as defined by the claim language croes read,
double patenting exists. This involves the same inven-
tion type double patenting. See Adidas Fabrigue v.
Andsmore Sporiswear Corp., 223 USPQ 1109 (D.C.
SD. NY. 1964); Wahl et al v. Rexnord, Ine 206
USPQ 865 (C.A. 38 1980); Transmatic, Inc v. Gulion
Industries Ine., 202 USPQ 559 (C.A. 6th 1979)).

(3) The Court of for the Federal Circuit in
Carmen Industries Inc, v. Wahi et al, 220 USPQ 481
(Fed. Cie. 1963) also the broeder test of
double patenting between design snd utility cleims
based on obvious varistions. This type double patent-
ing rejection msy be overcome by & terminsl dis-
claimer where same inventive entities or common
ownership exist.

Form Pasagreph 1523
35 U.8.C. 171 DOUBLE PATENTING REJECTION

The claim is rejected under 35 US.C. 171 on the ground of
m@kmducmmm'smu.s.mm.
Form Pasegraph 15.24
OBVIOUSNESS DOUBLE PATENTING REJECTION (BOLE
REFERBNCE)

‘The clelm bs vejocted under the

double

crented docteine of the

1500-11

1504.10

Form Pasagreph 15.25

OBVIOUSNESS DOUBLE PATENTING REJECTION (MUL-
TIPLE REFERENCES)

" The clsim is rejected under the judicislly created doctrine of the

cbvicusness-type double patesting of the claim{e) in epplicant’s
prior U.S. patent no. {!] in view of [2]. At the time (he applicant
made the invention, it would heve been obvicus to [3 exsminer

preven!

second patent 5ot patentably

peteat. (fn re Vogel, 164 USPQ) 619). .
A dmely filed terming) disclsimer will obviste this rejection.

MFPEP 14580).

1504.10 Priority under 35 U.S.C. 119 [R-4]

35 US.C 172 Right of pricrity. The right of priority provided for
by eection 119 of this title ead the time epecified in section 102(d)
ehall be gl months in the case of designe.

The provisions of 35 U.S.C. 119 apply elso to
design patent applications. However, in order to
obtain the benefit of an earlier foreign filing date, the
United States spplication must be filed within eix
months of the earliest date on which any foreign ap-
plication for the same design was filed.

Form Perograph 15.01
CONDITIONS UNDER 35U8.C. 119

Receipt b ecknowledged of the (iling on (3] of & cestified copy of
gﬂlmﬁaﬂmrﬁwﬂwhmm«dwmA
peiogity cannot be based oa epplication
wis flled more then sz moatls thereafier, (35

Siates spplication
U.8.C. 172). The papers ese accordingly belng returned.

The United States will recognize claims for the
right of priority under 35 U.S.C. 119 based on appli-
cations filed under such bilateral or multilateral tres-

{

ties as the A t the Inteso
national t of Industrial Designe” end the “Uni.
form Benelux Act on and Models.” In filing &

Designs
claim for priority of & foreign application previously
filed undes such & treaty, certain information must be
supplied to the United States Patent and Trademark
date of lng of the foreign applcation the following
te ' app! (+)
information is : (1) the name of the treaty
under which the application was filed, (2) the name of
at least one country other than the Usnited States in
which the epplication has the effect of, or is equive-
lent to, & regular nstional filing end (3) the name end

B, 6, Ot 1906



Form Paragraph 15.02
RIGHT OF PRIORITY UNDER 35 US.C. 119

No spplication for design patent ehell be entitled to the right of
i under 35 U.S.C. 119 unless & claim therefor and a certified

:
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The notation requirement on design patent applica-
tion file when foreign priority is clasimed is
set forth in MPEP 202.03.

Ferma Pasagraph 1504

See MPEP Chapter 200 sad 37 CFR 1.78 for fus-
%demmdpmudmw

150420 Benefit under 35 US.C. 120 [R4)

If applicant is entitled uader 35 U.8.C. 120 o the
beanefit of an earlier U.8. filing date, the statement
that, “This is & division [continuation] of design appli-
cation Serial NO, e e o, filed * should

MANUAL OF PATENT EXAMINING PROCEDURE

and 201.11. Note forther that where the first applice-
tion is found to be fatally defective under 3§ U.S.C.

112 because of insufficient disclosure to support an al-

lowsble claim, a second design petent application filed
as an alleged “continuation-in-part” of the first appli-
cation to supply the deficiency is not entitled to the
benefit of the earlier filing date. (See Hunt Ca. v. Mal-
linckrods Chemical Works, 83 USPQ 277 st 281 (C.A.
2d 1949) and cases cited therein). See also In re
Salmon et al, 217 USPQ 981 (Fed. Cir. 1983)

Unless the filing date of an earlier spplication is ac-
tually needed, for example, in the case of an interfer-
ence ofr to avoid intervening reference, there is no
need for the examiner to make a determinstion as to
whether the requirement of 35 U.S.C. 120 is met.
Note the holdings in In re Corba (212 USPQ 828
(Come. Pats. 1981),

In both utility and design applications, applicents
are entitled to cleim the benefit of filing date of earli-
er applications for later claimed inventions under 35
U.S.C. 120 only when the eatlier application discloses
that invention in the manner required by 3§ U.S.C.
112, first paragraph.

Where the conditions of 35 U.S.C. 120 ere met, a
design spplication may be considered a continuing ap-
plication of an easlier utility application. Conversely,
this also epplies to a utility applicstion relying on the
benefit of the filing date of an easlier filed design ap-
plication.

In light of the KangaROOS USA, Inc. v. Caldor Ine.
228 USPQ 32 (Fed. Cir. 1985) and In re Berkman, 209
USPQ 45 (CCPA 1981). The boldings in Jn re Camp-
bell, 101 USPQ 46 are no longer controlling,

Note also In re Berkman, 205 USPQ 45 (CCPA
1981) where the benefit of a design patent application
filing date requested under 35 U.S.C. 120 was denied
in the later filed utility application of the same inven-
tor. The Coust of Customs and Patent Appeals took
the position that the design application did not satisfy
35 US.C. 112, first paragraph, as required under 25
U.S.C. 120.

Form Paragroph 15.26
Rule 60 (37 CFR 1.60) REQUIREMENT

Applicant is reminded of the following requirement:

in 37 CFR 1.60 cases, applicant, in the smendment cancelliag the
noa-elected inventions, should include directions to enter “This s o
{1 (coatinsetion) (division)] of application Serlel Ne. |2}, filed [3]°
8s the flzet somtence of the specification following the preambled

1505 Allowence end Term of Design Patent
R4}

35 USC 175, Term of design potent, Patents fos designs shall be
granted for the term of fourteen yeass. Y(Amended August 27, 1962

sppear in the specification, either before or after the Public Law 97-247, § 16, 96 Sist. 321).¢

description of the drawing figuses. 057 CFR 1,16 National application filing fos
Attention is directed to the requirements for “con- . '

tinuing® applications set forth in MPEP 201.07, 201.08

Blev. 4, Oet. 1966 1500-12



DESIGN PATENTS

) For filing each design &

By a smsll entity (§ 1.9) . $10.00
By other than 8

emsll entity $140.00

37 CFR 1.18 Patent issue fees

©eaee
Isaue fee f i j
O b e sl enty B 10y
By other then & emall entity

$100,00
$200.00

The issue fees for original end reissue design applicetions ere the
camed

37 CFR 1.155. Issue and term of design patents. (o) If, on examing-
tion, it shall eppesr that the spplicent is eatitled to o design patest
under the law, & notice of ellowsace will be sent (o the applicant,

epplicant’s attoraey or sgeat, calling for the psyment of the lssue
1.86(6)). UF thls issue foe is not peid within 3 moaths of the
the notice of ellowance, the application ehall be regasded

i;igg'ré i
i
iiigiz
i
iiséig
s

4y Asy petition pursuent (o pergreph (B) of this section not
m&mumwmm«mmum

penled by s terminal disclelmer with foe vader § 1321 dedicating to
the public e teemine] part of the term of eny patent gramied thereon
equivalent to the perisd of sbendonment of the $40 IR,
44813, Sept. 30, 1975 ead 47 FR 33086, July 36, 1982, offective Qe-
tober 1, 1962).90¢ .

91509 Relssue of o Deslgn Patent [R=4]

See MPEP Chapter 1400 for practice and proce-
dure in reissue applications.

Deslgn Reissue filing and issue fees.
37 CFR 1.16 National application filing foes

1500-13

$1812

by & emall entity (& 1.9(5) $170.60
y & ty (€ g(“ty $340.00

For issuing each original or relssue design patent note 37 CFR
1.18(b) snd MPEP 1508 ebove.d

The term of & design patent may not be extended
by reissue. Ex parie Lawrence, 1946 C.D. 1, 70,
USPQ 326 §(Comsz. Pats. 1946)¢. ***

91510 Reexamination applications [R-4)

See MPEP Chapter 2200 for practice and proce-
duse for reexamination applications.¢ '

. §i511 Protest [R4)

See MPEP Chapter 1900 for practice and proce-
dure in protest.¢

1512 Relationship between Design Patent,
¢ Copyright and Trademark R-4] .
Porm Pasagroph 15.59
DESION PATENT /7 COPYRIGHT OVERLAP

There s en eres of overlap between copyright ead design patest
tlatutes whese the authos/inventor can socure both 8 end

t notice must be
required by law. For
ezample, “©) 1983 John Doe” would be legally suffi-
clent under 17 U.8.C. 401 and properly limited.
(3) Inclusion of & copyright notice will be
only if the following walver is included at the begine
ning (preferably as the firet paragraph) of the specifi-
cation to be priated for the. patent:
A pottion of the disclosuse of this patent docue
mtmt;immu%towhﬁcbaelﬂ&m
copyright is made. copyright owner has no
objection to the faceimile reproduction by anyoane
of the patent document or the patent disclosuse,
s it appears in the Patent and Trademark Office

Bev, 4, Oet. 1906
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pmmeormords.butmmmhuoopy
right rights whatsoeves.
(4) Inclusion of &

Alloweance .
thecﬁmhoﬂ?ﬁ?kmnhvebmum

Hum. 4, Cel. 1566

e muormmmmmumomm
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lmbemmdhdwlllbepemi&dmlyi{

- Registration
1.203=1.207

“The ‘filés of duizu atents n-m.szn. D-us.m”f? &
‘and D-243.920|how exmpm ofm eulierﬁmihr '

”mwnsssn

Any departure from these m may m‘t "‘"1‘"" DESIGN PAmN'r/mmmxomw

 gobjost matser.
i UGPQS‘IS(OCPAIM),W

& trademark may uMm.ntInm\.

Aduip
mccu.unnmm
mm-nm

Effve May 8 1985, the Statutory Tnveation
(SIR), new 35 U.8.C. 157 end 37 CFR

replaced the former Defensive Publica-
mmmgﬁx.m).msmmgm
phntndduip applications.¢ ‘
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