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Esrors in a patent may be corrected in four ways, namely (1)
by reissue, (2) by the issuance of a certificate of correction
which becomes a part of the patent, (3) by disclaimer, and (4) by
reexamination.

1401 Reissue [R-14]

35 U.5.C. 251. Reissue of defective patenss.

Whenever any palent is, through esror without any deceptive
intention, deemed wholly or pastly inoperative or invelid, by reason of
a defective specification or drawing, or by resson of the patentee
claiming more or less *>then< be had a right to claim in the patent, the
Commissioner shall, on the surrender of such patent and the payment
of the fee required by law, reissue the patent for the invention disclosed
in the originel patent, and in sccordance with & new and amended
application, for (ke unexpired pert of the tesm of the original patent. No
new matier shall be introduced into the application for reissue.

The Commissioner may issue several reissued patents for distinct
and sepazats parts of the thing patented, upon demand of the applicent,
and upon payment of the required fee for a reissue for each of such
reigsued patents.

The provisions of this title relating to epplications for patent shall
be appliceble to epplications for reissue of & patent, except that
applicetion for reissue may be made and sworn to by the assignee of the
entire interest if the epplication does not seek to enlarge the scopeof the
claims of the original patent.

No reissued patent shall be granted enlerging the scope of the
claims of the original patent unless spplied for within two years from
the grant of the original patent.

1402 Grounds for Filing [R-14]

The most common bases for filing a reissue application are
(1) the claims azre too narrow or too broad; (2) the disclosure
contains inaccuracies; (3) applicant failed to or incorrectly
claimed foreign priority; (4) applicant failed to make reference
to or incorrectly made reference to prior copending applica-
tions.

An attorney’s failure to appreciate the full scope of the
invention was held o be an error cotrectable through reissue in
In re Wilder, 222 USPQ 369 (Fed. Cir. 1984). The Patent and
Trademark Board of Appeals beld in Ex parte Scudder, 169
USPQ 814, 815 (>Bd. App.< 1971) that 35 U.S.C. 251 autho-
rizes reissue application to correct misjoinder of inventors
where 35 U.S.C. 256 is inadequate. Reissue may no longer be
necessary under the facts in Ex parte Scudder in view of 35
U.S.C. 116 as amended effective November 8, 1984 by Public
Law 98-622 which provides, inser alia,

“Inventors may apply for a patent jointly even though . . ...
(3) each did not make a contribution to the subject matter of
every claim in the patent.”

Note 37 CFR 145 as amended effective May 8, 1985
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Federal Register, Vol. 50, No. 45, 9368, 9369, 9379, March 7,
1985).

The correction of misjoinder of inventoes in divisional
reissues has been held to be a ground for reissue: Ex parte
Scudder, 169 USPQ 814 >(Bd. App. 1971)<. The filing of a
reissue application may not be necessary if the only change is 10
correct the inventorship since this can be accomplished under
the provisions of 35 U.S.C. 256 and 37 CFR 1.324.

A reissue was granted in Brenner v. State of Israel, 8620.G.
661, 158 USPQ 584 »(D.C. Cir. 1968)<, where the only ground
urged was failure to file a certified copy of the original foreign
application to obtain the right of foreign priotity under 35
U.S.C. 119 before the patent was granted.

Cormrection of failure o adequately claim priority in an
earlier filed copending U.S. Patent application was held a proper
ground forreissuein Sampson v. Comr. of Pats., 195 USPQ 136,
137 (**>DD.C.< 1976). Reissue applicant’s failure (o timely
file a divisional application is not considered to be evor causing
apatent granted on elected claims to be partially inoperative by
reason of claiming less than they had a right ¢ claim; and thus
such applicant’ s ervor is not correctable by reissue of the original
patent undes 35 U.S.C. 251: In re Orita, Yohagi, and Enomoti,
193 USPQ 145, 148 (CCPA 1977); seealso Inre Mead, 581 F 2d
257, 198 USPQ 412 (CCPA 1978) >, In re Watkinson, 14
USPQ2d 1407 (Fed. Ciz. 1990)<.

1403 Diligence in Filing [R-14]

Whenareissue application is filed within two years from the
date of the original .atent, a rejection on the grounds of lack of
diligence or delay in filing the reissue should not normally be
made, in the absence of evidence to the contrary: Ex parte
Lafferty, 190USPQ 202 (Bd. App. 1975); butsee Rokm & Haas
Co. v. Roberis Chemical Inc., 142 F.Supp. 499, 110 USPQ 93
(S.W. Va. 1956) reversed on other grounds 245 F.2d 693, 113
USPQ 423 (4¢h Cis. 1957).

However, as stated in (he fourth paragraph of 35 U.S.C. 251,

No reissue patent shall be granted enlarging the
scope of the claims of the original patent unless applied

for within two years from the grant of the original patent.

See SMPEP< § 1412.03 for broadening reissue practice.

Note In re Bennetr, 226 USPQ 413, 416 (Fed. Cis, 1985); In
re Fotland, 128 USPQ 193 (Fed. Ciz. 1985).

A reissue filed on (e two yegr anniversary date is consid-
ered filed within two years: see Switzer & Ward v. Sockman &
Brady, 142 USPQ 226 (CCPA 1964) for a similar sule in
interferences.

1464 Submission of Papers Where Reissue Patent
is in Litigation [R-14}

Applicants and protestors (see >SMPEP< § 1901.03) submit-
ting papers for entry in reissue applications of patents involved
in litigation are requested (o mark the cutside envelope and the
top right>-<hand portion of the papers with the words “REIS-
SUE LITIGATION” and with the Office or group art unit of the
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Patent and Trademark Office in which the reissue application is
located, e.g., Assistant Commissioner for Patents, Board of
Patent Appeals and Interferences, Examining Group, Office of
Publications, etc. Protestor’s participation, including the sub-
mission of papers, is limited in accordance with 37 CFR
1.291(c). Any “Reissue Litigation” papers mailed to the Office
should be so marked and mailed to Box 7, Commissioner of
Patents and Trademarks, Washington, D.C. 20231. The mark-
ings preferably should be writien in a bright color with a felt
point markes. Papers marked “REISSUE LITIGATION” will
be given special attention and expedited handling, See >MPEP<
*§ 1442.01*>through §<1442.04 for examination of litigation

1410 Content of Reissue Application [R-14)

37 CFR 1.171. Application for reissue.

An epplication for reisgue must contain the same parts required for
an applicstion for an original patent, complying with el the rules
relating thereto except us otherwise provided, end in eddition, must
comply with the requirements of the rules relating to reissue applica-
tions. The spplication must be eccompanied by a centified copy of an
abstract of title or en order for a Gile report accompanied by the feg set
forth in § 1.19(b)}(*>4<), to be placed in the file, and by en offer o
swrender the original patent (§ 1.178).

(Amended, 56 FR 65142, Dec. 13, 1991, effective Dec, 16, 1991)

Applicants for reissue are required to file a reissue oath or
declaration which, in addition to complying with *>37 CFR<
1.63, must comply with *>37 CFR< 1.175. The oath or decla-
ration or filing fee may be submitied after the filing date undes
37CFR 1.53.

1410.01 Reissue applicant, Oath or Declaration,
and Assent of All Assignees [R-14]

37 CFR 1.172 Applicamss, assignees.

(2) Areissueoath must besigned and swom 0 or declaration made
by the inventor or inventors except as otherwise provided (see §§ 1.42,
1.43, 1.47), and must be sccompenied by the written assent of all
sssignees, if any, owning en undivided interest in the patent, but e
reigsue outh may be made and sworn to or declaration made by the
assignee of the entire interest if the application does not seek to enlarge
the scope of the claims of the originel patent.

(b) A reissue will be geanted to the originel patentee, his legal
representative or assigns as the interest may appear.

The reissue oath must be signed and sworn to or declasation
made by all the inventore except as otherwise provided in 37
CFR 1.42,1.43 and 1.47. Where the reissue application does not
seek to ealarge the scope of any of the claims of the original
patent, the reissue oath may be made and sworn to or declaration
made by the assignee of the entire interest,

The reissue oath or declaration must be accompanied by the
written assent of all assignees. 35 U.S.C. 111 and 37 CFR 1.53
provide, however, for according an application a filing date if
filed with & specification, including claim(s), and any required
drawings. Thus, where an application is filed without an oath or
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declaration, or without the assent of all assignees,if the applica-
tion otherwise complies with 37 CFR 1.53(b) and the reissue
rules, the Application Branch will send out a notice of missing
parts setting a period of time for filing the missing part and for
payment of any surchasge required under 37 CFR 1.53(d) and
1.16{e). The surcharge is required because, until the assent is
filed, the reissue oath or declaration is defective, since it is not
apparent that the signatures thereon are proper absentan indica-
ion the assignees have absented (o the filing.

>Where no assignee exists, applicant should affirmatively
state that fact. If the file record is silent as to the existence of an
assignee, it will be presumed tat no assignee exists. Such
presumption should be set forth by the examiner in the first
Office action alerting applicant to the requirement. It should be
noted that the mere filing of a small entity statement in no way
relieves applicant of this requirement.<

Where the writien assent of all the assignees to the filing of
the reissue application cannot be obtained, applicant may under
‘appropriate circumstances petition to the Office of the Deputy
Assistant Commissioner for Patents (MPEP § 1002.02(b)) for a
waiver under 37 CFR 1.183 with fee (37 CFR 1.17(b)) of the
requirement of 37 CFR 1.172, © permit the acceptance of the
filing of the reissue application.

The reissue application can then be examined, but will not
be allowed or issued without the assent of all the assignees as
required by 37 CFR 1.172%*>;< N. B. Fassen, 11 0.G. 420, 1877
CD. 32%>;< James D. Wright, 10 0.G. 587, 1876 C.D. 217,
218.

Forin paragraph 14.15 may be used (0 indicate that the
consent of the assignee is lacking.

§14.15 Consens of assignee lacking

This epplication is objected to under 35 U.S.C. 251 as lacking the
written conseat of all assignees owning en undivided interest in the
patent. :

- The examiner must inspect the abstract of the title ©
determinewhbether 37 CFR 1.172 has been complied with (note
MPEP *>§< 201.01).

Thereissue will be granted to the original patentee, bis or her
legal representatives or assigns as the interest may appear.

1411 Form of Specification [R-14]

37 CFR 1.173 Specificasion.

The specification of the reissue application must include the entire
specification and claims of the patent, with the matter to be omitied by
reissue encloged in square brackels; and eny sdditions made by the
reissue mugt be underlined, so that the old and the new epecifications
and claims may be readily compared. Claims should not be renumbered
and the numbering of cleims added by reissue chould follow the
number of the highest numbered patent claim. No new matter shall be
introduced into the specification.

The file wrappers of all reissue applications are stamped
“REISSUE" above the Serial Number on the front of the file.
“Reissue” also appears below the Serial Number on the printed
label on the file wrapper.
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Cub-<up soft copies of the original patent, with only a
single column of the printed patent securely mounted on a
separate sheet of paper may be used in preparing the reissue
specification and claims to be filed. It should be noted>.<
bowevers,< that amendments to the reissue application should
ot be prepared in this way. After filing, the specification and
claims in the reissue application must be amended by either (1)
submitting a copy of a portion of the description or an entire
claim with all matier to be deleted from the patent being placed
between brackets and all matter to be added to the patent being
underlined, or (2) indicating the exact word or words to be
stricken out or inserted and the precise point where the deletion
or insertion is o be made must be specified in the amendment
as provided in 37 CFR 1.121(¢) and (a). However, insestions or
deletions to the >patent< specification or claims made prior to
filing should be underlined or bracketed, respectively, as indi-
cated in *>37 CFR< 1.173.

Examples of the fosm for a twice-reissued patent is found in
Re. 23,558 and Re. 28,488,

Entire words or chemical formulas must be shown as being
changed. Change in only a part of a word or formula is not
permitted. Deletion of chemical formulas should be shown by
brackets which are substantially larger and darker than any in
the forinula.

1411.01 Certificate of Correction in Original
' Patent [R-3)

The applicant should include any changes, additions, or
deletions that were made by a Cestificate of Corvection to the
original patent grant in the reissue application without undeslin-
ing or bracketing. The examiner should also make certain that
all Certificate of Cosrection changes have been properly incor-
porated into the reissue application.

>Certificate of Correction changes should be made before
reissue changes without using underlining or brackets. Since
Certificate of Correction corrections are part of the original
patent and were made before the reissue was filed, they should
show up in the printed reissue document as part of the original
patent, i.e., not in italics or bracketed. If the changes are
extensive and/or applicant has submitted them impropesly with
undeslining and brackets, a clean copy of the specification with
Cetificate of Correction changes in it may be requested by the
examines.<

1411.02 New Matter [R-14]

New matter, that is, matter not present in the patent sought
to be reissued, is excluded from a reissue application in accor-
dance with 35 U.S.C. 251.

The claims in the reissue application mustalso be for matter
which the applicant had the right to claim in the original patent.
New matter may exist by virtue of the omission of a feature or
of a step in a method. See United States Industrial Chemicals,
Inc. v. Carbide & Carbon Chemicals Corp., ** 315U.S.668, 53
USPQ 6 >(1942)<.
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1412 Content of Claims [R-14)

The content of claims in a reissue application is somewhat
limited as indicated in >MPEP< *§ 1412.01 **>through
§1412.03<.

1412.01 Reissue Claims Must Be for Same
Genersal Invention

The reissue claims must be for the same invention as that
disclosed as being the invention in the original patent, as
reguired by 35 U.S.C. 251. This does nos mean that the inveation
claimed in the reissue must have been claimed in the original
patent, although this is evidence that applicants considered it
their invention. The entire disclosure, not just the claim, is
considered in determining what the patentee objectively in-
tended as his invention. The proper test is set forth in In re
Rowland, 526 F 24 558, 560, 187USPQ487,489(CCPA 19785),
requiring “an essentially factual inguiry confined (o the objec-
tive intent manifested by the original patent” (emphasis in
original). See also In re Mead, 581 F.2d 257, 198 USPQ 412
(CCPA 1978). There should be something in the original patent
evidencing that applicant intended to claim or that applicant
considered the material now claimed (o be his or her invention.

141202 Recapture of Canceled Subject Matter
[R-14]

A reissue will not noemally be granted o “secapture”
claimed subject matier deliberately canceled inan application to
obtain apatent: In re Willingham, 282 F 24 353, 127 USPQ 211
(CCPA1960). See also, Inre Richman, 161 USPQ 359, 363,364
(CCPA 1969); and In re Wadlinger, Kerr and Rosinski, 181
USPQ 826 (CCPA 1974). As pointed out by the CAFC in Ball
Corp. v. United States, 221 USPQ 289, 295 (Fed. Cis. 1984),

““The recaptuse rule bars the patentee from acquiring,
theough reissue claims that are of the same or broader
scope than those claims that were canceled from the
original application. On the other hand, the patentee is
free to acquire, through reissue, claims that ase narrower

in scope than the canceled claims. If (e reissue claims

are nasrower than the canceled claims, yet broader than

the original patent claims, reissue must be sought within

2 yeass after the grant of the original patent.”

See SMPEP< § 1412.03.

141203 Broadening Reissue Claims [R-14]

35 U.S.C. 251 prescribes a two year limit for filing applica-
tions for broadening reissues:

“No reissue patent shall be granted enlarging the
scopeof the original patent unless applied for within two
years from the grant of the original patent.”

A claim of a reissue enlarges the scope of the claims of the
patent if it is broader than such claims in any respect, even
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though it may be narrower in other respects o, in other words,
if it contains within its scope any conceivable apparatus or
process which would not have infringed the ogiginal patents: In
re Ruth, 278 F.2d 729, 126 USPQ 155, 156; 47 CCPA 1016
(1960); In re Rogoff, 261 F.2d 601, 120 USPQ 185, 186, 46
CCPA 733 (1958), and cases cited therein. A claim broadened
in one limitation is a broadened claim even though it may be
narrower in other respects. In a reissue application, filed within
two years of the original patent grant, broadened claims may be
presented even though such claims were not submitied until
more than two years after the patent grant and were broader in
scope than both the original patent claims and broadening
reissue claims originally submitied: In re Doll, 164 USPQ 218,
220 (CCPA 1970). The C.AF.C. allowed corrective filing of a
declaration executed by the inventor as required by 35 U.S.C.
251 more than two years afier the patent grant, in an atiempted
broadening reissue filed and executed within the two years by
the assignee:ln re Bennett, 226 USPQ 413, 416 (GFed. Cir.<
1985). Note In re Fotland, 128 USPQ 193 (Fed. Cir. 1985): A
reissue, filed under the prior 37 CFR 1.175(a)(4) practice within
two years after the patent grant, does not comply with 35 U.S.C.
251 and does not provide basis for seeking to enlarge the scope
of claims after the two years.

A reissue application is considered filed within two years of
the patent grant if filed on the two year anniversary date of the
patent grant: see Swirzer & Ward v. Sockman & Brady, 142
USPQ 226 (CCPA 1964) for a similar rule in interferences.

Form Paragraphs 14.12 and 14.13 may be used in rejections
based on improper broadened reissue claims,

§14.12 Rejection, 35 U.S.C. 251, broadened claims after two years
Claim [1] rejected under 38 11.5.C. 251 as being broadened in o
reisgue epplication filed outside the two yeer statutory period.

Exsminer Note:
The claim limitations that broeden the scope should be identified
and explained. SEE MPEP >§< 706.03(x) and >§< 1412.03.

§14.13 Rejection, 35 U.S.C. 251, broadened claims filed by assignee

Claim {1] rejected under 35 U.S.C. 251 85 being claims which have
been improperly broadened in s reissue application made and sworn to
by the essignee and not the patentee.

1413 Drawings [R-14]

37 CFR 1.174. Drawings.

(@) The drawings upon which the original patent was issued may be
used in reissue applications if no changes whetsoever ase to be made in
the drawings. In such cases, when the reissue application is filed, the
spplicent must submit & temporary deawing which may consist of &
copy of the printed drawings of the patentor a phiotoprint of the original
drawinge of the gize required for origingl drawing.

(b) Amendments which can be made in 8 reissue drawing, that is,
changes from the drawing of the patent, are restricted.

If transfer of the patent drawings (o the reissue application
is desired, a letter requesting transfer of the drawings from the
patent file should be filed along with the reissue application.

If ransfer of the original drawing is contemplated, applicant
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must submit a copy of the original drawing.

The drawings of the original patent may be used in liev of
new drawings, provided that no alteration whatsoever is to be
made in the drawings, including canceling an entire sheet.

When the reissue case is ready for allowance>,< the exam-
ining group makes the fosmal transfer of the original drawing to
the reissue case. See >MPEP< § 608.02(k). Additional sheets of
drawings may be added but no changes can be made in the

.original patent drawings.

1414 Content of Reissue Oath or Declaration
[R-14]

37 CFR 1.175. Reissue oash or declarasion.

(a) Applicants for reigsue, in eddition to complying with the require-
meatsof § 1.63, must also file with their applications a statement under
oath or decleration es follows:

(1) When the applicant verily believes the original patent to be
-wholly or pastly inoperative or invalid, steting such belief and the
reasons why.

(2) When it is cleimed that such patent is so inoperative or invalid
“by resson of & defective specification or drewing,” perticulesly
specifying such defects.

(3) When it iz cleimed that such patentis inoperative o invalid by
reeson of the patentee claiming more or less than he bad eright to claim
in the patent,” distinctly specifying the excess or insufficiency in the
claims.

(4) [Reserved]

(5) Pasticulesly specifying the esrors relied upon, end how they
aroge of occusred.

(6) Stating hat seid ervors eroee “wilbout eny deceptive intention”
on the pet of the applicant.

(7 Acknowledging *>the< duty W disclose >to the Office ali<
information sknown to applicants<®®>( be< material to **>patent-
shility ez defined in § 1.56<.

(b) Corroborating &ffidavits or declsrations of others may be filed
and the examiner may, in any case, require edditional information or
affidavits or declerations concering the epplicstion for reissue and its
ebject.

(Pace. (e)}(7) revised, 57 FR 2021, Jan. 17, 1992, effective Maz. 16, 1992}

The reissue oath or declaration is an essential past of a
reissue application and must be filed with the application or
within the time set under 37 CFR 1.53. The question of the
sufficiency of the reissue oath or declaration filed under 37 CFR
1.175 must in each case be reviewed and decided personally by
the primary examiner (see >MPEP<§ 1414.03).

Reissue oaths or declasations must point out very specifi-
cally what the defects are and how and when the errors arose, and
how and when errors were discovered. If additional defects or
errors are discovered after filing and during (he examination of
the application, a supplemental reissue oath or declaration must
be filed pointing out such defects or errors and how and when
they arose and bow and when they were discovered. Any change
or departure from the orignal specification or claims represents
an “esror” in the original patent under 35 U.S.C. 251 and must
be addressed in the original, or a supplemental> < reissue oath
or declaration under 37 CFR 1.175. The statements in the oath
or declaration must be of facts and not conclusions. All reissue
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oaths, in addition to complying with sections (a){1) and (2}(2)
and/or (a)(3), must also comply with sections (a)(5) and (a)(6),
and (a)(7) if filed on or after July 1, 1982 (note Federal Register,
Vol. 47, No. 97, May 19, 1982, pages 21746 to 21753).

The reissue oath or declaration must, as stated in 37 CFR
1.175, also comply with 37 CFR 1.63, including making aver-
ments reguired by *>37 CFR< 1.63(b) that applicants for
reissve (1) have reviewed and understand the coatents of the
specification, including the claims, as ataended by any amend-
ment specifically referred to in the oath or declaration; (2)
believe the named inveator or inventors to be the original and
the first inventor or inventors of the subject matter which is
claimed and for which a patent is sought; and (3) acknowledge
the duty to disclose >to the Office all< information **>known
to the person 0 be< material to**>patentability as defined
in<37 CFR 1.56° and 1.175(a)(7). See also **>MPEP § 602<.

37CFR 1.175 was amended effective July 1, 1982 (Federal
Register, supra) t eliminate paragraph (a)}{4) and Office con-
sideration of the merits of “no defect” reissue applications filed
on or after July 1, 1982. Under amended »>37 CFR< 1.175 an
applicant for reissue will be required to file in the reissve
application a statement under oath or declaration specifically
averring adefect in the patent, e.g., “adefective specification or
drawing,” and/or an “excess or insufficiency in the claims.”

1414.01 Reissue Oath or Declaration Under
537 CFR< 1.175 (a)(1), (a}(2), & (a)(3)
[R-14)

Reissue oaths or declarations, other than those filed under
former *>37 CFR< 1.175(a}(4), must comply with section
(aX1) and the appropriate sections (a)}2) and/or (a)(3). All
reissue oaths or declarations must, in addition, comply with
sections (a)(5), (a)(6) and, if filed after July 1, 1982, with section
@x?).

Subsection (a)(1) requires a statement that “applicant verily
believes the original patent to be wholly or partly inoperative or
invalid,” and in addition, “the reasons why.” Subsection (a}(2)
applies when it is claimed that such patent is so inoperative or
invalid “by reason of a defective specification or drawing”; and
requires applicant to particularly specify such defects. Subsec-
tion (a)(3) applies when it is claimed that such patent is inopera-
tive or invalid “by reason of patentee claiming more or less than
be had a right to claim in the patent”; and requires applicant, in
addition, to distinctly specify the excess or insufficiency in the
claims. The reissue oath or declaration should specify how the
reissue overcomes the defect in the original patent, e.g., describe
bow the newly presented or amended claims differ from those
of the original patent.

Form Paragrapbs 14.01 and 14.14 >(see MPEP §
1444)<may be used where the reissue oath or declaration does
not state why the patent is wholly or partially inoperative or
invalid.

§ 14.0] Defective reissue oath/declaration, >37 CFR<1.175(a) 1)
The reissue oath or declaration filed with this application is
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defective because it fails w contain & statement that the applicant
believes the original patent to be wholly or partislly inoperative or
invalid, as required under 37 CFR 1.175(2)(1).

Examiser Note:
1. Use this paragreph when epplicent fails to ellege a defect.
2. Paragraph 14.14 must follow. (copy in >MPEP< § 1444)

Failure to assert a difference in scope between the original
and reissue claims in the reissue oath or declasation® has been
beld to be a fatal defect. The patent statutes afford no authority
for thereissue of a patent merely to add claims of the same scope
as those already granted: In re Wittry, 180 USPQ 320, 323
(CCPA 1974).

1414.02 Reissue Oath or Declaration under
537 CFR< 1.175(a)(4) [R-14]

#3537 CFR< 1.175 as amended effective July 1, 1982 elimi-
nates paragraph (a)}(4). Undes paragraph (a)4), the Office
formerly gave advisory opinions on patentability over addi-
tional prior art without any changes in the patent claims. These
opinions, bowever, were beld to be oaly advisory and not
appealable since "(a}(4)" type reissue does not comply with 35
U.S.C.251:Inre Bose, 215USPQ 1,4 (CCPA 1982); Inre Dien,
214 USPQ 10, 12-13 (CCPA 1982). The Office will not give
such advisory opinions on applications filed on or aftes July 1,
1982,

Former >37 CFR< 1.175(a}(4) recognized that reissues
could be filed to have the patentability of the original patent,
without changes therein, considered in view of prior ast or other
infosrmation relevant to patentability which was not previously
considered by the Office.

37 CFR 1.175(a)}(4) was beld w0 be within the rulemaking
power of the Comumissioner in Sheller Globe Co. v. Mobay
Chemical Corp., 204 USPQ 1052 (E. D. Mich., Southern Div.,
1980).

A #>37 CFR< 1.175(a)(4) type reissue oath or declaration
must

(1) state that “the applicant is aware of peior art or other
information relevant to patentability, not previously considered
by the Office, which might cause the examiner 0 deem the
original patent wholly or pardy inoperative or invalid”,

(2) pasticularly specify “such prior art or other informa-
m”; m’

(3) request “that if the examiner so deems, applicant be
permitted (o amend the patent and be granted a seissue”. In
addition a *>37 CFR< 1.175(a)(4) type reissue oath or declara-
tion must comply with subsections (a}(5) and (a)}(6) of ¥>37
CFR< 1.175.

However, no reissue application will be passed for issue
with only a *>37 CFR< 1.175(a)(4) type oath or declaration.
Applications filed under *>37 CFR< 1.175(a)}4) cannot be
passed for issue withow amendment, but will be rejected as
lacking statutory basis for areissue, if there are no other grounds
of rejection, since 35 U.S.C. 251 does not authorize reissue of
apatent unless the patent is deemed wholly or partly inoperative

Rev. 14, Nov, 1992

MANUAL OF PATENT EXAMINING PROCEDURE

orinvalid. However, the recard of prosecution of the reissue will
indicaie that the prior art has been considered by the examiner.
Ifareissue filed under *>37 CFR< 1.175(a)(4) isamended, even
though in response to a rejection, the reissue is thereby con-
veried into an application under *>37 CFR< 1.175(aX1), and
appropriate *>37 CFR« 1.175 (a)(2) and/or (a)(3), and asupple-
mental reissue oath or declaration must be filed containing the
appropriale averments.

The supplementz] reissue oath or declaration inust comply
with paragraphs (e)(1) and (a}2)/(a)(3), (a}(5), and (a}(6), and
(a7 of *>37CFR<1.175, iffiled after July 1, 1982,%* relating
to actual errors rather than possible or “what might be deemed
tobe ervors.” If the claims are amended and a proper supplemen-
tal oath or declaration is not filed, a rejection must be made on
the basis that the reissue oath or declaration is insufficient. The
supplemental oath or declaration insures compliance with 35
U.S.C. 251 by providing appropriate averments relating to
actual errors rather than possible efrors.

If applicant is seeking reissue in view of particular prior art
o other information, in a *>37 CFR< 1.175(a)(4) type reissue,
the reissue oath or declaration must point out “what might be
deemed to be ervors” in patentability in view of such prior artor
other information, and how such possiblie errors arose or ac-
curred (note >SMPEP< § 1414.03). More specifically, the oathor
declaration, in appropriate circumstances, might state that some
orall claims might be deemed to betoo broad and invalid in view
of references X and Y which were not of record in the patented
files. Usually, a general statement will suffice. But where
appropriate, such as where the pertinence of the new references
X and Y are not evident, more specificity about “what might be
deemed 0 be errors” should be provided. Of course»,< the
reissue applicant does not have to, and presumably does not,
agree that “ervors” exist. However, the reissue applicant does
bave (o, in the reissue oath or declaration of the®*>37 CFR<
1.175(a)(4) type, pasticularly specify “what might be deemed to
be ervors relied upon.”

It is particularly important that the reissue oath or declara-
tion specify in detail, as required by *>37 CFR< 1.175(a)(5),
how what might be deemed to be efrors arose or occurred.
“How"” includes when and under what circumstances what
might be deemed to be errors arose or occurred. This means that
the reissue oath or declasation must specify the manner in which
that which “might be deemed  >be< efrors” “arose or oc-
cugred.” Forexample, if the ¥*>37CFR< 1.175(a)(4) reissue was
filed **im view of prior ast or other information, the reissue oath
or declaration must indicate when and the manner in which the
reissue applicant became aware of the prior art or other informa-
tion and of the possible efror in the patent; such as, forexample,
through discovery of prior art or other information subsequent
to issuance of patent, knowledge of prior art or other informa-
tion before issuance of the patent with significance being
brought out after issuance by third party, through allegations
made in litigation involving the patent, etc. It is pasticularly
important that the reissue oath or declaration adequately specify
how “what might be deemed 0 be errors” arose or occurred, If
the reissue oath or declaration does not particulasly specify
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“how,” i.e., the manner in which any possible errors arose or
occurred, the Office will be unable o adequately evalvate
reissue applicant’s statement in compliance with *>37 CFR<
1.175(a)(6) that the “ervors, if any, arose ‘'without any deceptive
intention' on the part of the applicant;” see >MPEP<
§ 1414.04. '

>37 CFR< 1.175(a)(6) specifically requires that all reissue

oaths or declarations, including those filed under >37 CFR<

« 1.175(a)(4), contain the averment “thiat said ervors, if any, arose
‘without any deceptive intention’ on the part of the applicant.”
This requirement for an absence of “deceptive intention” should
not be overlooked, since it is a necessary pant of any reissue
application, including those of the *>37 CFR< 1.175(a}(4)
type. Note >MPEP< § 1414.03.

Thus, a patentee could, prior to July 1, 1982, have filed a
reissue if he or she believed his or ber patent was valid over prior
art not previously considered by the Office. The procedure
could bave been used at any time during the life of a patent.

"During litigation, a Federal court could stay court proceedings
to permit new art (o be considered by the Office.

1414.02(a) Information Considered under
537 CFR< 1.175(a)(4) [R-14]

Effective July 1, 1982 *>37 CFR< 1.175(a)(4) has been
eliminated, and the Office will not give advisory opinions ca
patentability in view of prior ast or other information, as pre-
viously provided for under *>37 CFR< 1.175(a)(4), oo applica-
tions filed on or after July 1, 1982, including applications filed
under 37 CFR 1.60 and 1.62. Reissue applications filed after
July 1, 1982 with only a *>37 CFR< 1.175(a)4) oath or
declaration should be rejected by using the wording of Form
Paragraph 14.19.

§14.19 “Nodgfect” reissue no longer exomined iffiled on or after July
1, 1962

©  ‘The (1] filed with this spplication is defective because it fails to
contain a statement that the epplicant believes the original patent to be
wholly or pestly inoperative or invalid, es required under 37 CFR
1.175(a)(1), and it fails to specify sctual ervore relied upon, as required
under *>37< CFR 1.175(e}(5).

The Patest and Teademark Office no longer examines “no defect”
reissue applicetions under prior section 37 CFR *>1.175<(s)(4) a5 o
questions of patentability. This reissue epplication will not be exam-
ined as to questions of petentebility until epplicant specifically avers a
defect in the patent and specifies actizel ezvors, & opposed to “what
might be deemed to be esrors”,

Claim [2] rejected as being based upon s defective reissue [3}, a8
digeussed sbove.

Exsminer Note:

1. In bracket 1 and bracket 3, insert either — oath — of —
declegation — .

2. In bracket 2, list all claims in the spplication.

3. This paragraph applies to all reissue applications filed on or after
July 1, 1982 under the provisions of old peregraph (a)(4) of 37 CFR
1.178. No search or othier rejections sre made.
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In applications properly filed prior to July 1, 1982 under
*>37 CFR< 1.175(a)(4), the types of information contemplated
under *>37 CFR< 1.175(a}(4) include any information, not
peeviously considered by the Office, which might cause the
examiner to deem the original patent wholly or partly inopera-
tive or invalid. While prior art documents such as patents and
publications are most often the kinds of information which are
the subject of *>37 CFR< 1.175(a){(4) type reissues, *>37
CFR< 1.175(a)4) is not limited to prior art documents. Any
information “which might cause the examiner to deem the
original patent wholly or partly inoperative or invalid” may be
the subject of an (a)(4) type reissue. For example, such informa-
tion which might demonsgrate that

(1) the patented subject matter was publicly known or used
by others in this country before the invention thereof by ap-
plicant;

(2) the patented subject matter was in public use or on sale
in this country, more than one year prior o the date of the
application for patent in the United States;

(3) the patentee had abandoned the invention or did not
himself or herself invent the subject matter patented;

(4) before patentee’s invention thereof the invention was
made in this country by another who had not abandoned,
suppressed, or concealed it;

(5) the disclosure in the patent is insufficient in some
respect under 35 U.S.C. 112;

(6) the patent otherwise lacks compliance with any of the
statutory requirements for patentability;

(7) “frand” or “violation of the duty of disclosure” is
present.

The information may be in different forms, such as patents
or publications, However, the information may also be based on
other forms of evidentiary material including, for example,
litigation-related materials such as complaints, answers, depo-
sitions, answers o interrogatories, exhibits, ranscripts of hear-
ings or trials, coust orders and opinions, stipulations of the
parties, etc. Of course, the reissve applicant does not bave to, and
presumably does not, agree that the errors exist. Applicant does
not bave to express a personal belief as o the relevancy of the
information; it is sufficient that its relevancy has been or might
be asserted by someone else such as, for example, an adverse
party in Litigation. However, the reissue applicant must pasticu-
lasly specify “what might be deemed to be ervors relied upon™,
in the reigsue oath or declaration of the *>37 CFR< 1.175(a)(4).

1414.03 Requirements of *>37 CFR< 1.175(a)(5)
[R-14)

All reissue oaths or declasations must comply with *>37
CFR< 1.175(a)(5) by “pasticularly specifying the esrors relied
upon, and how they arose or occusred.” *>37 CFR< 1.175(a)(5)
has two specific requirements, both of which must be complied
with in the reissue oath or declaration. This section requires
applicant to particulasly specify (1) “the esrors relied upon” and
(2) “bow they arose or occurred.” Any change or departure from
the original specification or claims represents an “efroc” in the
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original patent under 35 U.S.C. 251 and must be addressed in
ihe original, or supplemental reissue oath oz declaration.

If applicant is seeking to amend claims in view of particular
prior ast or other information>,< the reissue oath or declaration
must point out such prior artor other information and “the errors
relied on” in view of such prior art or other mformation. More
specifically, the oath or declaration, in appropriate circum-
stances, might state that some or all claims are deemed to be oo
broad and invalid in view of references X and Y. Usually, a
general statement will suffice. But where appropriate, such as
where the pertinence of the new references X and Y are not
evident, more specificity about “the errors relied on” should be
provided.

It is pasticularly important that the reissue oath or declara-
tion specify in detail bow the ervors asose of occurred. “How™
includes when and under what ciscumstances the errors a705e of
occurred. This means that (he reissue oath of declaration must
specify the mannes in which “the ervors” “arose or occurred.”
For example, the reissue oath or declaration must indicate when
and the manner in which the reissue applicant became aware of
the prior ast or other information and of the esvor in the patent;
such as, for example, theough discovery of prior ast or other
information subsequent o issuance of patent, knowledge of
prior ast or other information before issuance of patent with
significance being brought out after issuance by third pasty,
through allegations made in litigation involving the patent, eic.
It is pasticularly important that the reissue cath or declaration
adequately specify how the errors arose or occurred. If the
reissue oath or declaration does not perticularly specify “how,”
i.e., the manner in which the esrors arose or occurred, the Office
will be unable (o adequately evaluate reissue applicant’s
statement in compliance with *>37 CFR< 1.175(a)(6) that the
“errors arose 'without any deceptive intention’ on the part of the
applicant™; see >SMPEP< § 1414.04.

Form Paragraphs 14.02 and 14.03 may be used where the
reissue oath or declaration fails to comply with *>37 CFR<
1.175(aX5).

§ 14.02 Oath fails 1o specify ervors, *>37 CFR< 1.175(a)($)

The reissue cath or declssation filed with this application is
defective because it fails to particularly specify the ezrors velied upon,
as required under 37 CFR 1.175(2)(5).

Exauiner Note:

1. Use this pasagraph when applicant hes dlleged snerrorin genoral
terms only, end has failed to supply sufficient details thereof, Identify
and elaborate.

2. Paragraph 14.14 must follow (copy at >SMPEP< § 1444).

§ 14.03 Oath fails to specify how errors arose or occurved, *>37
CFR< 1.175(ak$5)

The reissue oath or declerstion filed with this sppliction is
defective because it fails to particularly specify how the ersors relied
upon asose of occurred, as required under 37 CFR 1.175(a)(5).

Esaminer Note:

1. Use this paeagraph if applicant fails © specify the manner end
details of bow the ezvors occusved, when aad the msnner in which they
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were discovered by epplicant. The exeminer should ideatify the spe-
cific deficiencies.
2. Paragraph 14.14 must follow (copy at >MPEP< § 1444).

1414.04 Requirements of *>37 CFR< 1.175(a){(6)
[R-14)

*537 CFR< 1.175(a)(5) specifically requires that all reissue
oaths or declarations contain the averment “that said ervors
arose ‘without any deceptive intention’ oa the part of e appli-
cant.” This requirement for an absence of “deceptive intention”
should not be overlooked, since it is a necessary part of any
reissue application. The examiner will determine whether the
reissue oath or declaration contains the required avenment that
the “esrors arose ‘without any deceptive intention’,” although
the examiner will not comment as to whether it appears there
was in fact deceptive intention or not (see >MPEP §< 2022.05).

Form Paragraph 14.04 may be used where the reissue oath
ot declaration does not comply with *>37 CFR< 1.175(a)6).

§ 14.0¢ Oath lacks siatement of no deceptive intens, *»37 CFR<
1.175(a){6) ’

The reissue oath or declasation filed with this application fails to
state thet the errors azose “without any deceptive intention” on the part
of the applicant, &5 required under 37 CFR 1.175(a)(6).

Exeminer Note:
Paragreph 14.14 must follow (copy at >SMPEP< § 1444).

1414.05 Requirements of *>37 CFR< 1.175(a)(7)
[R-14]

*»37 CFR< 1.175(a)X7) has been added effective July 1,
1982 (Federal Register, Vol. 47, No. 97, May 19, 1982, pages
21746 w 21763) 1 parallel the provisions requiring the same
acknowledgment of the duty of disclosure in the oath or decla-
ration in reissue applications as in non-reissue applications.
Reissue caths or declarations, whether original oc supplemen-
tal, filed afier July 1, 1982 should be checked by the examiner
for compliance with *>37 CFR< 1.175(aX7).

1415 Reissue Filing and Issue Fees [R-14]

*$The applicant is permitted to present every claim that was
issued in the original patent for *>the basic filing< fee **, In
addition to the basic filing fee, *filing or later presentation of
each independent claim which is in excess of the number of

~ independent claims in the original patent >requires a<®* feet®

and in addition *filing or later presentation of each claim
(whether independent or dependent) in excess of 20 and also in
excess of the number of claims in the original patent Srequires
a<** fee **. The Office has prepared a **>formewhich is
designed o assist in the correct calculation of reissue filing fees.
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1416 Offer to Surrender and Return Original
Patent

37 CFR 1.178. Original patens.

The epplication for & reissue must be accompeanied by an offer to
surrender the original patent. The spplication should elso be sccompa.-
nied by the originsl patent, or if the original is doet or inaccessible, by
an effidavit or declarstion to that effect. The spplication may be
sccepled for exeminstion in the ebsence of the original patent or the
affidayitor declasation, butone or the other must be supplied before the
case is sllowed. If & reissue be refused, the original petent will be
returned to applicant upon bis request.

The examination of the reissue application on the merits is
made even though the offer to susrender the original patent, or
an affidavit or declaration (o the effect that the original is lost or
inaccessible, has not been received. However, in such case the
examiner should require one of the above in the first action.
Either the original patent, or an affidavit or declaration as toloss
oz inaccessibility of the original patent, must be received before
the examiner can allow the reissue application.

Form Paragraph 14.05 may be used to reguire an offer o

surrender the original patent.

¢ 14.05 No offer to surrender original pasent

This reissue spplication wes filed without an offer to survender the
original pate oz, if the original is lost or inaccessible, an effidavit or
declaration to that effect which is required. The criginal patemt, or an
affidavit or declezation as to logs or ineccessibility of the original
patent, must be received before the reissue application can be aliowed,
See 37 CFR, 1.178.

Ezaminer Note:

‘The examisation of the reissue epplication on the merits is thede
even though these requirements have not besn mat. This requirement
should be made in the first Qffice ection.

if applicant requests the return of the patent on abandonment
of the reissue application, it will be sent to the applicant by the
Mail and Correspondence Division, and not by the examining
group.

An applicant may request that a surrendered original patent
be transferred from an abendoved reissue application to a
continuation or divisional reissue application. The clerk making
the transfer should note the transfer on the “Contents” of the
abandoned application. The *¥sapplication number< and filing
date of the reissue application to which i is transferved must be
included in the notation, Where the original patent grant is not
submiced with the reissue application as filed, patentee should
include a copy of the printed original patent. Presence of a copy
of the original patent is useful for the calculation of the reissue
filing fee and for the verification of other identifying data,

1417 Claim for Benefit Under 3§ U.S.C. 119
[R-14}

A “claim” for the benefit of an earlier filing date in a foreign
countsy under 35 U.S.C. 119 must be made in a reissue applica-
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tion even though such a claim was made in the application on
which the original patent was granted. However, no additional
certified copy of the foreign application is necessary. The
procedure is similar to that for “Continuing Applications” in
>MPEP< § 201.14(b).

The heading on printed copies will not be carried forward to
the reissue from the original patent. Therefore, it is imporiant
that the file wrapper be endorsed under “Claims Foreign Prios-
ity-"

1418 Information Disclosure Statemert and
Other Information [R-14)

Paragraph (aX7) has been added effective July 1, 1982 o
*337CFR< 1.175 >,and amended effective March 16, 1992,<wo
parallel the requirements of 37 CFR 1.56 and require acknowl-
edgment in the reissue oath or declaration of the “duty to
disclose >to the Office alle information **>known (o the
applicants to be< material to ¥*>patentability as defined in §
1.56<.”

Reissue applicants may utilize 37 CFR ¥1.97%*>and 1.98<
to comply with the duty of disclosure required by *>37 CFR<
1.56**. This does not, however, relieve applicant of the duties
under *>37 CFR< 1.175 of, for example, “particularly specify-
ing the errors relied upon, and how they arose oroccurred” in the
reissue oath or declaration, or particulasly specifying bow and
when applicant became aware of and/or came to appeeciate the
relevancy of such prior ast or other information.

While *>37 CFR< 1.97(*>b<) provides foe filing an infor-
mation disclosure statement within three months of the filing of
an application or **sbhefore the mailing date of a first Office
actiong, reissue applicants are encouraged to file information
disclosure statements at the time of filing in order that such
statements will be available to the public during the two moath
period provided by *>37 CFR< 1.176.

*37 CFR 1.175(b) provides that,

“®) Corroborating affidavits or declarations of
others may be filed and the examiner may, in any case,
require additional information or affidavits or declara-
tions concerning the application for reissve and its

object.

‘Thus, applicant may under *>37 CFR< 1.175(b) file “cor-
roborating affidavits or declarations of others . . . concerning the
application for reissue and its objects.” It also provides that “the
examiner may, in any case, require additional information or
affidavits or declarations conceming the application foe relssue

of its object.”
L1 ]

1430 Reissue Files Open to the Public and Notice
of Filing Reissue Announced in Official
Gazette [R-14)

37 CFR 1.11(b) provides that all reigsue applications filed
after March 1, 1977 “are open (o inspection by the general
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public, and copies may be furnished upon paying the fee
therefor. The filing of reissue applications will be announced in
the Official Gazette. " The announcement givesinterested mem-
bers of the public an opportunity to submit w0 the examiner
information pertinent to the patentability of the reissue applica-
tion. The announcement includes the filing date, reissue ap-
plication and original patent numbers, title, class and subclass,
name of the inventor, name of the owner of record, name of the
attorney or agent of record, and the examining group 0 which
" the reissue application is initially assigned. A group director o
other appropriate Office official may, under appropriate cir-
cumstances, postpone access o o the making of copies of a
reissue application; such as, for example, to avoid interruption
of the examination or other review of the application by an
examiner. Those reissue applications already on file prior ©
March 1, 1977 are not automatically open to inspection, but a
liberal policy is followed by the Office of the Assistant Com-
missioner for Patents in granting petitions for access (0 such

For those reissue applications filed on or after March 1,
1977, the following procedure will be observed:

1. The filing of all reissue applications, including those
filed under 37 CFR 1.60 and 1.62, will be announced in the
Official Gazette and will include cestain identifying data as
specified in >37 CFR< 1.11(b). Any member of the genesal
public may request access (o a particular reissue application
filed after March 1, 1977, Since no record of such request is
intended (o be kept, an oral request will suffice.

2. The reissue application files will be mainiained in the
examining groups and inspection thereof will be supervised by
group pessonnel, Although no general limit is placed on the
amount of time speat reviewing the files, the Office may impose
limitations, if necessary, e.g., where the application is actively
being processed.

3. Where the reissue application has left the examining
group for administrative processing, requests for access should
be directed o the appeopriate supervisory personnel in the
Division or Branch where the application is curvently located.

4. Requests for copies of papers in the reissue application
file must be in writing and addressed w the Commissioner of
Patents and Trademarks, Washington, D.C. 20231 and may be
either mailed or delivered to the Office mail room, The price for
copies made by the Office is **>set forth in 37 CFR 1.19<.

1431 Notice in Patent File [R-14]

37 CFR 1.179, Notice of veissue agplication,

When en epplication for ereissueis filed, there will be pleced inthe
file of the original patent a notice stating that an application for reissus
hias been filed. When the seigsue is granted o the relssue spplication is
otherwise terminated, the fact will be added to the notice in the file of
the original pateat,

Whenever a reissue application is filed, a form PTO-445
notice is placed in the patented file identifying the reigsue
application by **>application number< and its filing date. The
pertinent data is filled in by the Application Bsanch, When
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divisional or continuation reissue gpplications are filed, a sepa-
rate form for each reissue application is placed in the original
patented file, When the reissue is issued or abandoned, it is
important that the Record Room be informed by the examining
group clerical staff of that fact by written memo. Record Room
personnel will update the form PTO-445 in the patented file

1440 Examination of Reissue Application [R-14]

37 CER 1.176 Examination of reissue.

An origingl claim, if re-presented in the reissue epplication, is
subject to reexamination, and the entire epplication will be examined
in the same manner as ofriginal epplications, subject to the rules relating
thereto, excepiing that divisien will ot be required. Applications for
reissus will be acted on by the examiner in advance of other epplica-
tions, but not sooner than two monihs efter ennouncement of the filing

of the reisaus application bes eppeared in the Official Gazerte.

*>37 CFR< 1.176 provides that an original claim, if re-
presented in a reissue application, will be subject to reexamina-
tion and>.< along with the entire application, will be fully
examined in the same manner subject to the same rules relating
thereto, as if being presented for the first dme in an original
application; except that division will not be required *>, See<
MPEP *>§< 1450 and >f< 1451, Reissue applications ase
normally examined by the same examines who issued the parent
patent. In additon, the will be examined with
respect (o compliance with *>37 CFR< 1.171-1.179 relating
specifically to reissue applications; for example, the reissue
oath oe declaration will be carefully reviewed for compliance
with 37 CFR 1.175. Reissue applications with related litigation
will be acted on by the examiner before any other special
applications, and will be acted on immediately by the examiner,
subject only to the 2 month delay afier publication for examin-
ing reissue applications,

>The original patent file wrapper should always be ordered
and reviewed when examining a reissue application thereof.<

1441 Two-Month Delay Period [R-14)

“337 CFR< 1.176 provides that reissue applications will be
acted on by the examiner in advance of other applications, i.e.,
“special”, but not sooner than two months afier announcement
of the filing of the reissue has appeased in the Official Gazetie,
The two-month delay is provided in order that membess of the
public may have time to review the reissue application and
submit pertinent information to the Office before the
examiner' s action, However, as setforth in >SMPEP< § 1901.04,
the public should be aware that such submissions should be
made as early as possible since under certain circumstances the
two-month delay period of *>37 CFR< 1.176 may be waived.
The Office will entertain petitions under 37 CFR 1.183 which
are accompanied by the fee (37 CFR 1.17(b)) to waive the delay
period of *>37 CFR< 1.176. Appropriate reasons for requesting
such & wealver might be, for example, that litigation has been
siayed (o permit the filing of the reissue application. Such
petitions ase decided by the Assistant Commissioner for
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Since the examining group to which the reissue application
1s assigned is listed in the Official Gazette. notice of filing of the
reissue application, the indicated examining group should retain
the application file for two months after the date of the Official
Gazeite notice before transferring the reissue application under
the procedure set forth in >SMPEP< § 903.08(d).

1442 Special Status

Al reissue applications are taken up “special”, and remain
“special” even though applicant does not respond promptly.

All reissue applications, except those under suspension
because of litigation, will be taken up for action ahead of other
“special” applications; this means that all igsues not deferved
will be treated and responded to immediately. Furthermore,
reissue applications involved in “litigation” will be taken up for
action in advance of other reissue applications.

1442.01 Litigation Related Reissues [R-14]

During initial review, the examiner should determine
whether the patent for which the reissue has been filed is
involved in litigation and if 5o the status of that litigation. If the
examiner becomes aware of litigation involving the patent
sought to be reissued during examination of the reissue applica-
tion, and applicant has not made the details regarding that
litigation of record in the reissue application, the examiner, in
the next Office action, will inquire regarding the specific details
of (he lidgation.

Form Paragraph £ 4.06 may be used for such an inquiry.

§ 14.06 Lisigasion velated reissue

The patent sought to be reissued by thie epplication [1] involved in
litigetion. Any documents end/or matesials **which would be meterisl
to *“spatentability< of this reissue epplication ere reguised (o be made
of record in response to this action.

Due to the related litigation status of this spplication, extensions of
time under the provigions of 37 CFR 1.136(e) will not be permitied
during the prosecution of this application.

Ezeminer Note:
In bracket 1, insest ¢ither ~ig—0r hieg begp-—

If the additional details of the litigation appear (o be material
to examination of the reissue application, the examiner may
make such additional inquiries as necessary and appeopriate
under 37 CFR 1.175(b).

Where there is litigation, and i¢ has not already been done,
the examiner should place a prominent notation on the epplica-
tion file to indicate the litigation, (1) at the bottom of the face of
the file in the box just to the right of the box for the retention
label, and (2) on the pink Reissue Notice Card form.

Applicants will normally be given one month (o respond to
Office actions in all reissue applications which are being exam-
ined during litigation, or after ligation had been stayed, dis-
missed, etc., to allow for consideration of the reissue by the
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Office, This one month period may be extended only upon a
showing of clear justification pursuant to 37 CFR 1.136(b). The
Office action will inform applicant that the provisions of 37
CFR 1.136(a) are not available, Of course, up to three months
may be set for response if the examiner determines such a period
is clearly justified.

1442.02 Litigation Not Stayed

In order 10 avoid duplication of effort, action in reissue
epplications in which there is an indication of concurrent
litigation will be suspended antomatically unless and until it is
evident to the examiner, or the applicant indicates, that: (1) a
stay of the litigation is in effect; (2) the litigation bas been
terminated; (3) there are no significant overlapping issues
between the application and the litigation; or (4) itis applicant’s
desire that the application be examined at that time,

Form Paragraphs 14.08-14.10 may be used (o deny stays.

§ 14.08 Action not stayed = related litigation terminated

Sinee the litigetion related w this reissus eppliceation is tenninated and
finel, action in this reissue applicetion will NOT be stayed, Due to the
related litigation status of this reissue application, extensions of tme
under the provisions of 37 CPR 1.136(e) will not be permitied.

§ 14.09 Action not siayed — related lisipasion nos overlapping
While there is coneurrent litigetion related (o this reissue applicetion,
ection in thie reissue spplication will NOT be stayed because there are
no sigaificant overlepping issues between the epplication and that
litigation. Due to the related litigetion status of this reissue application,
extensions of time under the provisions of 37 CFR 1,136(e) will not be

peemitisd.

§ 14,10 Aceion nos siayed — applicans’s request

While there is concusrent litigation related to this reissue applica-
tion, sction in this reissue spplication will NOT be stayed because of
applicent’s requaest thet the applicetion be examined at this time. Due
to the related litigation status of this reissue appliestion, extensions of
time under the provisions of 37 CFR 1.136(a) will not be pesmitted.

Form Paragraph 14.11 may be used to siay action inareissue
application with concurrent litigation,

§ 1411 Action siayed = relased lisigation

In view of concusrent litigation, end in order to evoid duplication
of effort between the two proceedings, ection in this reissue application
is STAYED untll such time as tis evident to the examiner that (1) a stay
of the litigation is in effect, (2) the litigation has been terminated, (3)
(here are no significant overiepping issues between the application end
the litigetion, or (4) epplicent requests that the spplication be exem-
ined.

1442.03 Lidgation Stayed [R-14)

All reissue applications, except those under suspension
because of litigation>,< will be taken up for action ahead of
other “special” applicadons; this means that all issues not
deferred will be wreated and responded to immediately, Fusther-
more>,< reissue applications involved in “stayed
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litigation” will be taken up for action in advance of other reissue
applications. Greatemphasis is placed on the expedited process-
ing of such reissue applications. The courts are especially
interested in expedited processing in the Office where litigation
is stayed.

In reissue applications with “stayed litigation,” the Office
will entertain petitions under 37 CFR 1.183, which are ac-
companied by the fee under 37 CFR 1.17(b) to waive the two
month delay period under *>37 CFR< 1.176.

" Time monitoring systems have been put into effect which
will closely monitor the time used by applicants, protestors, and
examiners in processing reissue applications of patents in-
volved in litigation in which the coust bas stayed further action,
Monthly reports ob the status of reissue epplications with
related litigation are required from each examining group.
Delays in reissue processing are 10 be followed up.

The purpose of these procedures and those deferring consid-
eration of ceriain issues, until all other issues are resolved or the

- application is otherwise ready for consideration by the Board of
Patent Appeals and Interferences (note >MPEP< § 1448), is to
reduce the time between filing of the reissue application and
final action thereon, while still giving all parties sufficient time
(o be heard,

Requests for stays in reissues where litigation has been
stayed may be answered with Forin Pasagraph 14.07,

9 14.07 Action not siayed — related litigation stayed

While there ls concusrent Litigetion related to this reissus applice-
tion, ection in this reissue epplicaton will NOT be steyed because e
stay of that Htigadion isineffect for the puspose of awelting the outcome
of thess relesue proceedings. Dus (o the relatad litigation siatus of this
reissue applicstion, extensions of time under the provisions of 37 CFR
1.136(e) will not be permitted.

1442.04 Litigation Involving Patent [R-14]

Where the patent for which reissue is being sought is, or has
‘been, involved in litigation which raised & question material o
*>paentability< of the relssue application, such as the validity
of the patent, or any allegation of fraud or inequitable conduct,
the existence of such litigation must be brought to the attention
of the Office by the applicant at the time of, or shortly after,
filing (he application, cither in the relssue oath or declaration, o
in a separate paper, prefesably accompanying the application as
filed, Litigation begun after filing of the reissue application also
should be promptly brought (o the attention of the Office, The
details and documents from the lidgation, insofar as they ase
“material to **s>patentability<” of the reissue application as
defined in 37 CFR 1.56(*>be), should accompany the applica-
tion as filed, or be submitted as prompily thereafter as possible
(note >MPEP<§ 1414.05). For example, the defenses raised
against validity of the patent, or charges of fraud or ineguitable
conduct in the Hugation, would normally be “matesial to
*“spatentability<” of the reissue application. It would, in moast
situations, be appropriate to bring such defenses to the attention
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of the Office by filing in the reissue application a copy of the
Court papers raising such defenses. As a minimum, the appli-
cant should call the attention of the Office w the litgation, the
existence and nature of any allegations relating to validity and/
or “frand”or “inequitable conduct” relating to the original
patent, and the nawre of litigation materials relating to these
issues. Enough information should be submitted to clearly
inform the Office of the nature of these issues so that the Office
can intelligently evaluate the need for asking for further mate-
rials in the litigation. Thus, the existence of supuorting materials
which may substantiate allegations of invalidity or “fraud” or
"inequitable conduct” should, at least, be fully described, or
submitied, The Office is not intesested in receiving voluminous
litigation materials which are not relevant w the Office’s con-
sideration of the relssue application. The stams of the litigation
should be updated in the reissue application as soon as signifi-
cant events happen in the lidigation, **

When a reissue application is filed, the examiner should
determine whether the original patent has been adjudicated by
acourt, The decision of the court and also other papers in the suit
may give information essential to the examination of the reis-
sue. The patented file will contain notices of the filing and
tesmination of infringement suits on the patent. Such notices are
required by law to be filed by the clerks of the District Courts.
These notices do not indicate if there was an opinion by the
court, nor whether a decision was published, Shepard's Federal
Cisations and the cumulative digests of the United States Pat-
ents Quarterly, both of which are in the Office Law Librasy,
contain tables of patent numbers giving the citation of published
decisions concerning the patent, Where papers are not otherwise
conveniently obtainable, the epplicant may be requested o
supply copies of papers and records in suits, or the Office of the
Solicitor may be requested to obtain them from the court. The
information thus obtained should be casefully considered for its
bearing on the proposed claims of the reissue, particularly when
the reissue application was filed in view of the bolding of a court.

If the examiner becomes aware of litigation involving the
patent sought to be reissued during examination of the reissue
epplication, and applicant has not made the details regarding
that litigation of record in the reissue application, the exeminer,
in the next Office action, should inquire regarding the same. The
following paragraph may be vsed for such an inquiry:

“It bas come to the attention of the examiner that the
patent sought to be relssued by this application (is) (has
been) involved in liugation. Any documents and/or
materials, including the defenses raised against validity,
or against enforceability because of fraud or inequitable
conduct, which would be material to **>patentabilitye
of this reissue applicaton ase required to be made of
record in response bereto, See 37 CFR 1.175(b).”

If the additional details of the litigation appear to be material
o *s>pateniability< of the reissue application, the examiner may
make such additional inquiries as necessary and appropriate
under 37 CFR 1.175(b). See >SMPEP<§ 1447,
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1442.05 Cases in Which Stays Were Considered
[R-3]

District Courts are staying litigation in significant oumbers
of cases toallow for consideration of areissue application by the
Office. **These cases are listed here for the convenience of the
courts and the public.

In most instances, the reissue-reexamination procedure is
instituted by a patent owner who voluntarily files a reissue
application as a consequence of related patent litigation. How-
ever, some District Courts bave required a patentee-litigant to
file a reissue application, for example:

Alpine Engineering Inc. v. Automated Building Compo-
nents Inc., BNA/PTCY 367: A-12 (S.D. Fla. 1978);

Lee-Boy MAnufacturing Co. v. Puckes, 202 USPQ 573
(D. Ga. 1978);

Choas v. Rome Industries Inc. et al., 203 USPQ 549 (N.D.
Ga. 1979).

Other courts have declined to 8o order, for example:

Bielomatik Leuze & Co., v. Southwest Tablet Manufactur-
ing Co., 204 USPQ 226 (N.D, Texas 1979);

RCA Corp. v. Applied Digital Data Systems Inc., 201
USPQ 451 (D. Del, 1979);

Antonious v, Kamata-Ri & Co. Led,, 204 USPEQ 294 (.
Md. 1979),

Despite the voluntasiness of a reissue filing, under present
practice, only a patentee or bis assignee may file a reissue patent
application.

1442.05(a) Stays Granted [R-14]

“Stays” wese osdered in the following sampling of pub-

lished “decisions™.

PIC Inc. v. Prescon Corp., 195 USPQ 5§25 (D, Del. 1977).

Fisher Congrols Co. Inc. v. Control Components, Inc., 196
USPQ 817 (S.D. lowa 1977). (Note also 203 USPQ 1059
denyihg discovery dusing the stay).

Alpine Engineering Inc. v, Automated Building Compo-
nents Inc., BNAPTC 367: A-12 (S.D. Flia. 1978).

(Dismissed a Declasatory Judgment suit with oeder for

patentee to seek reissue in the Patent and Trademark Office).

AMI Industries, Inc. v, E. A, Indusiries, Inc., 204 USPQ
568 (W.D, N.C.1978). (With dicta tha¢ if sult bad not been
dismissed proceedings would have been stayed for Office
considerations)<,

Reynolds Metal Co. v. Aluminum Co. of America, 198
USPQ 529 (N.D. Ind. 1978),

Sauder Indusiries, Inc. v. Carborundum Co., 201 USPQ
240 (N.D. Ohio, 1978),

Rohm and Haas Co, v. Mobil Oil Corp., 201 USPQ 80 (D.
Del. 1978). (With provision for limited discovery on allegations
of fraud for Office’s beneflt),

Lee-Boy MAnufacturing Co. v. Puckets, 202 USPQ 573
(D. Ga, 1978). (Reissue ordered after discovery and dusing wait
for trial),

Fas-Line Sales & Rensals, Inc. v. E-Z Lay Pipe Corp., 203
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USEQ 497 (W.D. Okla. 1979).

Choat v. Rome Industries Inc., 203 USPQ 549 (N.D. Ga.
1979) directed patentee W file reissue application.

Inre Ceniain High-Voltage Circuit Interrupters and Com-
ponents Thereof, 204 USPQ 50 (Int'} Trade Comm. 1979).

1442.05(b) Stays Denied

“Stays” were denied in the following sampling of published
“decisions”. :

General Tire and Rubber Co. v. Watson-Bowman Associ-
ates, Inc., 193 USPQ 479 (D. Del. 1977).

Perkin-Elmer Corp. v. Westinghouse Electric Corp.,
BNA/PTC] 376: A-11 (ED. N.Y. 1978).

In re Certain Ceramic Tile Sewsers, No. 337-TA-41, BNA/
PTCJ 385: A-21 (Int'] Trade Comm. 1978).

E.C.H., Will v. Freundlich-Gomez Machinery Corp., 201
USPQ 476 (SD. N.Y. 1978).

RCA Corp. v. Applied Digital Data Systems Inc., 201
USPQ 451 (D. Del. 1979) denied stay where a patentee had not
filed a reissue,

Bielomasik Leuze & Co., v. Southwest Tablet Manufactur-
ing Co., 204 USPQ 226 (N.D. Texas 1979) refused to order
reissue

Antonious v, Kamata-Ri & Co. Ltd., 204 USPQ 204 (.
M. 1979) refused to ordet reissue.

1443 Initial Examiner Review [R-14]

On initial receipt of a reissue application, the examines
should inspect the abstract of title to determine whether 37 CFR
1.172 has been complied with,

The examiner should determine if the filing of the reissue
has been announced in the Official Gazette as provided in 37
CFR 1.11(b), especially where the reissue is a file wrapper
continuation under 37 CFR 1.62. If the filing has not been
announced, the reissue application should be returned to Appli-
cation Branch o handle the announcement. The examiner
should not further act on the reissue until two months after
announcement of the filing of the reissue has appeared in the
Official Gazette: see MPEP § 1440 and 37 CFR 1.176.

The examiner should determine if there is concurrent ltige-
tion and if 80 the status thereof (>MPEP< § 1442.01, supra), and
whether the reissue file has been appropristely marked. Note
sMPEP< § 1404,

The examiner should determine if a protest has been filed
and if o it should be handled as set forth in >MPEP< § 1901.06.

*¥>The examiner should determine whether the patent is
involved in an intesference, and if so should refer to MPEP §
1449.01 before taking any action on the reissue application.<

The examines should check that an offer to surrender the
original patent, or an affidavit or declasation to the effect that the
original is lost or inaccessible, has been received. An examing.
tion on the merits is made even though the above bas not been
complied with, but the examines should require compliance in
the fisst office action,
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The examiner should verify that all Certificate of Coerection

changes bave been properly incorporated into the reissue appli-
cation,

1444 Review of Reissue Oath or Declaration
[R-14]

When examining the reissue application>,< the examines
‘will consider at each stage or point in the examination whether
" or not the reissue oath or declaration® complies with each of the

requirements of 37 CFR 1.175; see >MPEP<*§ 1414 w0
>fe 1414.05. For example, in all reissue applications, the
seissue oath or declaration must comply with the reguirements
of 37CFR 1.63; see MPEP *>§< 1414, *>and MPEP §< 602,37
CFR 1.63(bX1) and (2), especially, Similasgly, >for example,<
all reissue declarations must comply with both sections (a)(5)
and (a)(6) of >37 CFR< 1.175, see >MPEP<*§ 1414.03 *>and
§i< 1414.04. Reissue oaths or declarations filed on or after July
-1, 1982 must comply with newly added section (a)(7) of ¥>37
CFR< 1,178, see >MPEP<§ 1414.05.

The examiner must check that each snd every change in the
specification or claims is supported in either (he original or a
supplemental, oath or declaration, Every departure from the
original patent represents an “esror” ingaid original patent under
35U.8.C. 251 and must be particulasly and distinctly specified
and supposted in the original, or 8 , feissue oath or
declasation under *>37 CFR< 1.175. Any changes in the speci-
fication or claims require an updated supplemental oath or
declaration specifically dicected and supposting sald changes
under *»37 CFR< 1.175. >See In re Constans, 827 F.24 728,
729, 3 USPQ24d 1479, 1480 (Fed. Cir.), cext. denled, 484 U.S.
£94 (1987).<Any such supplemental oath or declasation should
be filed promptly, prefesably at the time of or a8 s00n as possible
afies the changes in the specification and claims ase filed. If the
examination reveals a lack of compliance with any of the
appropeiste sequirements of ®>37CFR<1.175, arejection of all
the claims should be made on the basis that the reissue oath or
declaration is insufficient.

Use Form Pasagraphs 14.01-14.04 and Form Parageaph
14.14 (o reject under 35 U.S.C. 251.

§ 14.14 Rejection, dafective relssue oash/dsclarasion
Claim (1) refeciod asbeing bused upon edefeciive reissus [2] under
37CFR 1.178.

Eznelner Note:

1. n bracket 1, Jist all cleims in the reissue epplication, Seo MPEP
706.03(s).

2. This peregreph should be preceded by ot loast one of peragraphs
14.01-14.04.

3. In beacket 2, insest elther - cath - o — declaration.

Under no circumstances will any reissue application be
passed to issue without full compliance with *>37 CFR¢ 1,175,
No reissue application can be passed for issue with only “>37
CFRe 1.175(a)(4) type oath or deciaration,
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1444.01 Conversion from *>37 CFR<1.175(a)}4)
to (a8)(1) Requires New Qath or
Declaration [R-14)

Io an application filed under former *>37 CFRe
1.175(a)}(4), which *>paragraph< was deleted effective July 1,
1982 (see Federal Register, Vol. 47, No. 147, May 19, 1982,
pages 21746 10 21753), spplicant must have requested thatif the
examiner deemed the original patent to be wholly or partly
inoperative or invalid, that the applicant be permitied to amend
the patent and be granted o reissue patent,

If applicant soamends the patent, applicant is required tofile
a new oath or declaration complying with *>37 CFR< 1.175,
*(a)(1) and (a)(2) and/oz (a)(3), (aX(5), (aX6), and (a)(7) if filed
after July 1, 1982 (note >MPEP< § 1414.05).

If a1 any time an applicant seeks to amend the specification,
drawings and/or claims in & reissue application filed with *>37
CFR< 1.175(a)(4) type oatb or declaration, applicant must file
& new ogth or declaration complying with *»37 CFR< 1.17$
(aX(1), (a)(2) and/or (a)(3), (aX5), (a)(6), and (a)(7) if filed after
July 1, 1982, A new oath or declaration is required even though
the amendment is in response (0 a rejection made in the rejssue
application, The filing of an amendment to the
drawing or claims of a 37 CFR< 1.175(a){(4) type reiuue

coavertsittoareissue applicationof the *>37 CFR¢
1.175 (aX(1), (a}2) “s>and< (a)(3) type, and necessitates the
filing of a new oath o¢ declaration complying with *>37 CFR<
1.175 (aX(1), (a)(2) and/or (a)(3), (a)(5), (a)(6), and (aX(7)if flled
aftes July 1, 1982,

1445 Relssue Application Examined in Same
Manner as Original Applicetion [R-3)

As stated in 37 CFR 1.176, a relssue application, including
all the claims therein, is subject to “be examined in the same
manner es original applications”. This means the claims,
whether identical (o or changed from those in the patent, ase
subject ¢ any and all rejections which (he examiner deems
appropriate. The fact that a rejection was not made, or could
have been made, or was made and dropped during prosecution
of (se patent does not prevent that rejection from being made in
the refssue application. >Claims in & relssue applicstion enjoy
no presumpdon of "validity”: In re Doyle, 179 USPQ 227, 232-
233 (CCPA 1973); In re Sneed and Young, 218 USPQ 385, 389
(Fed, Cir. 1983)<, Likewise, the fact that during prosecution of
the patent the examiner considered, may have considered, or
should have considered, information such as, for example, a
specific prior art document, does not have sny beasing on or
prevent s use as prior ant during prosecution of the relssue
applicaton,
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1446 Rejection Made Where No Changes in
Patent and Cleims Remain Patentable
[R-14)

A reissue application containing only a *>37 CFRe<
1.175(a)}{4) type oath or declaration can never be passed to issue.
Neither 35 U.S.C. 251 nor 37 CFR 1.175 ellow or make
provision for reissuance of & patent where there is in fact no
actual egror: In re Wittry, 180 USPQ 320, 322, 323 (CCPA
1974). In view of the deletion of *>37 CFR<¢ 1.175(eX4)
effective July 1, 1982, (a)(4)-typereissue applications cannotbe
filed after July 1, 1982,

Where areissue application was filed as aresuliof new prior
art with no changes in the claims or specificatdon and the
examiner finds the claims patentable over the new art **, the
application will be rejected as lacking statutory basis for &
reissue because 35 U.S.C. 251 does not authorize reissve of &
patent unless it is deemed wholly or parily inoperative or
invalid, However, the record of prosecution of the reissue will
indicate that the prior art bas been considered by tke examiner,
L L]

1447 Additdonal Information, Affidavits, or
Declarations Required [R-14)

37 CER 1.175. Relssue oath or declaration
58600 &g

(b) Corrobosating effidevits or declarations of others may be filed
and the exsemines may, in any case, sequise edditional information or
effidavits or declepations conceming the epplication for relssus and its

object.

#4337 CFR 1.175(b)< recognizes the need, when appropri-
ate, for additonal information or affidavits or declarations,
during examination of reissue applications. ¥>37 CFRe¢
1.175(b) peovides that the examiner may require additional
information or affidavits or declarations concerning the relssue
application and its object, **

1448 **Fraud, Inequitable Conduct or Duty of
Disclosure Issues [R-14]

“¢5The Office no longer investigates and rejecis reissue
applications under 37 CFR 1.56, The Office will not comment
upon duty of disclosuse issues which are broughtto the attention
of the Office in relssue applications except © note in the
application, in appropriate circumstances, that such issues are
no longer considered by the Office dusing its examination of
patent applications, Examination of lack of deceptive intent in
reissue applications will continue but without any investigation
of fraud, inequitable conduct or duty of disclosuse issues.
Applicant's statement of lack of deceptive intent normally will
be accepted as dispositive except in special circumstances such
as an admission of judicial determination of fraud or ineguitable
conduct. Form pasageaph 14.22 may be used if a rejection is
appropriate.
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§14.22 Rejection, 35 U.8.C. 251, no ervorwithowut deceptive intention

Claims [1] rejected under 35 U.S.C. 251 eince it bas not been
established thet eny error was “without deceptive intention®. Paper no.
{2}, dated [3] does not support & conclusion that any ervor was "without
deceptive intention™ becauss [4]

Ezaminer note:

1. In bracket 1, list all cleims in the reissue application.

2. In bracket 2, insert paper number.

3, In brackst 3, insert the dete of the paper.

4. In brecket 4, insert & statoment thet there hag been un admission
or 8 judicial determination of fraud or inequitable conduct or insert an
explenstion of other spacial circumstances why epplicent's statsment
in the oath or decleration of 1ack of deceptive intent sbould not be taken
&5 dispositive.< .

1449 Protest Filed in Reissue Where Patent is in
Interference

If a protest is filed in a reissue application related to a patent
involved in a pending interference proceeding, the reissue
application should be refesred (o the Office of the Assistant
Commissioner for Patents, before considering the protest and
acting on the application.

1449.01 Concurrent Office Proceedings [R-14]

¥»37 CFR< 1.565(d) provides that if “a reissue application
and a reexamination proceeding on which an order pussuant to
¥537 CFR< 1,525 has been mailed are pending concusrently on
& patent, a decision will normally be made to merge the two
proceedings or (o stay one of the two proceedings.” See
>MPEP< § 2285,

>If the original patent is involved in an interference, the
examiner must consult the examiner-in-chief in charge of the
interference before taking any action on the reissue application.
It is pasticulasly important that the relssue application not be
granted without the examiner-in-chief's approval, See MPEP§
2360.<

1450 Restriction and Election of Species [R-14]

The examiner may not requise restriction in a reissue appli-
cation (*>37 CFR< 1,176 in >MPEP< § 1440), If the osiginal
patent containg claims to different inventons which the ex-
aminer may nevertheless consider independent and distnct, and
the reiseue applicadon also claims the same inventions, the
examiner should not require restriction between them or take
any other action with respect (o the question of plural inven-
tions. Restriction is entisely at the option in the first instance, of
the applicant (*»>37 CFR< 1.177 and >SMPEP<§ 1451), If the
reissue applicaton contains claims to an independent and dis-
tinct invention which was not claimed in the original patent,
these claims may be treated by a suitable rejection, such as not
being “for the invention disclosed in the original patent,” as
evidenced by the claims in the original patent: In re Rowand,
187 USPQ 487 (CCPA 1975); lack of inoperativeness of, or
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defect in, the original patent; lack of erroe; or not being for
matter which might bave been claimed in the original patent.

Reissue applicant’s failure to timely file a divisional appli-
cation is not considered to be error causing a patent granted on
elected claims to be partially inoperative by reason of claiming
less than they had a right to claim; and thus such applicant’s
efror is not correciable by reissue of the original patent under 35
U.S.C. 251: In re Orita, Yohagi, and Enomoti, 193 USPQ 145,
148 (CCPA 1977); see also In re Mead, 581 F. 24 257, 198
- USPQ 412 (CCPA 1978).

When the original patent contains claims to a plurality of
species and (he reissue epplication contains claims to the same
species, election of species should not be required even though
these is no allowable generic claim. If the reiscue application
presents claims o species not claimed in the original patent,
election of species should not be required, but the added claims
may be rejected on an appropriate ground which may be lack of
defect in the original patent and lack of ervor in oblaining the

. original patent. Most situations require special treatment,

1451 Divisional Reissue Applications [R-14)

As is pointed out in the preceding section the examiner
cannot require restriction in reissue applications, and if the
original patent contains several independent and distinct inven-
tions they can oaly be granted in sepasate reissues if the
applicant demands it. The following rule sets forih the only
posaibility of divisional reissue applications.

37 CFR 1.177. Reusus in divisions.

‘The Commissiones may, in bis or bee discretion, cause ssveral
patents to be lssued for distinet end separats parts of the thing patented,
upon demend of the spplicent, end upon peymentof the required fee for
eech division. Bach division of & reissue constitutes the subject of &
separate specification desctriptive of the past or perts of the invention
claimed in such division; and the drawing may srepresent oaly such part
ot paris, subject to the provisions of §§ 1.83 and 1.84. On filing

divisional reissue applications, they shall bs referred to the Commis-

sionez. Unless ctherwise ordered by the Commissioner upon petition
and peyment of the fos st forth in § 1.17(1)(1), all the divisions of @
reissue will issue simultansously; if thers be eny controversy as (o one
division, the others will be withbeld from issue untll the controversy is
ended, unless the Commissionsr shall otherwise ozder.

Divisional reissue applications are required on filing to be
referred to the Office of the Assistant Commissioner for Patents,
Where such applications are forwarded to the examining group
or examiner without having been so refesred, they must be
referred immediately (o the Office of the Assistant Commis-
sioner for Patents,

Itis impostant that divisional reissue applications be appro-
pristely marked so that they “will issue simultaneously” on the
same date as required by “>37 CFR< 1.177.

Divisional refssue cases which arrive together from the
examining corps with appropriate identification on their file
jackets (in the Continuing Data box) should be kept and pro-
cessed together by the Publishing Division and throughout all
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stages of prepacation for issue. Situations yielding divisional
reissues occur infrequently and usually involve only two such
files. It should be noted, however, that in rare instances in the
past there bave been more than (wo (and as many as five)
divisional reissues of a patent.

Some special handling of divisional reissue applications is
required in various pasts of the Office.

iate amendments to the continuing data entries are

to be made to the file jackets and specification paragraphs for all
suchapplications so that all “sibling” divisional reissue applica-
tions are specifically identified.

1453 Amendments to Reissue Applications [R-14)

37 CFR 1.121 Manner of making amerdments.
B8 ¢ @ ® og

{e) In reizsue applications, both the descriptive poriion and the
claims are 1o be smended by either (1) submitting a copy of a portion
of ihe description oz en entire claim with all matier to be deletsd from
the patent being place between brackets and ell matter to be added to
the patent being underlined, or (2) indicating the exect word or words
to be stricken out or insested and the precise point where the delstion
or insertifon is to be mede. Any word or words io be inseried must be
undoclined. See ®»{< 1.173.

S8 6 ¥ 8 8¢

When a reissue patent fs printed, all underlined matter is
printed in italics and all brackets are printed as inserted in the
application to show exactly which additions and deletions have
been made to the original patent, Therefore, all undeslining and
bracketing should be made relative to the text of the original
patent,

A substantial number of problems arise in the Office be-
cause of improper submission of amendments in reissue sppli-
cations. The following examples are provided to assist in
preparation of proper amendments to reissue applications.

ORIGINAL DESCRIPTION AMENDED

(1) Submit & copy of the entire paragraph being amended
with underlining and bracketng,

Scanning [is] age controlled by clocks which are, in
turn, controlled from the display twbe line synchroni-
zation. The signals resulting from scanning the scope
of the character are delivered in paralle!, then con-
verted into serlal mode through a shift register wherein
the shift signal frequency is controlled by a clock that
is, in.tuem, controlled from the display tube line syn-
chronizatdon,

Claim 6. The apparatus of claim [5) 1 wherein the first
piezoeleciric element is paraliel 1o the second piezoelectric
element,

or (2) Submit an amendment indicating the exact word or words
to be deleted or inserted and the precise point where the deletion
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or insertion is t0 be made.
Column 6, line 1, change {is] (0 «-gre--.
Column 6, line 2, after "are"”, insert-- jn (irmn,--.
Columin 6, line 7, afier “is", insert--. i (.-«
Claim 6, line 2, change [S] (0 «=1--.

ORIGINAL CLAIM CANCELED

(1) Present entire claim within brackets.

[Claim 6. The apparatus of claim 5 wherein the first piezo-
electric element is parallel (o the second piezoelectric element.)

ot (2) disect cancelation of entire claim,
Cancel claim 6.
ADDING ADDITIONAL CLAIMS

New claim should be presented with underlining throughout
the claim,

Even though original claims may have been canceled, the
numbering of the ¢ iginal claims does not change. Any added
claims are numbered beginning with the number next higher
than the number of claims in the original patent. If the depen-
dency of any original dependent claims changes, it is proper o
change the dependency (0 the later filed bigher numbered claim,
If new claims have been added to the reissue application which
ase later canceled peior to issuance of the reissue patent, the
examiner will renumber any remaining new claims in
numberical oeder to follow the number of claims in the original

patent,

AMENDMENT OR CANCELATION OF
ADDITIONAL CLAIMS

Any amendments o additional claims pregented in the
reissue application should be amended only by specifying the
words to be deleted or added and the precise point of such
deletion or insestion, Likewise, any cancelation of additional
claims should be made by specifying the number of the claim or
claims 1o be canceled, Such amendments will be entered by the
clerical staff within the Patent and Trademark Office.

Examples of proper claim amendment in reissue applica-
tions,

A, Patent claim,
Claim 1. A cutting means having s handle portion and

& blade portion,

Rev. 14, Nov. 1992

MANUAL OF PATENT EXAMINING PROCEDURE

B. Proper first amendment format.
Claim 1. A [cutting means) knife having a bong handle
portion and a poiched blade portion.

C. Proper second amendment format.
Claim 1. A [cutting means] knife baving a handle
portion and a gorrated blade portion.

Note that the second amendment includes the changes
presented in the fisst anendment, i.e. {cutting means] knife, as
well as the changes presented in the second amendment, i.e.
serrated. However, the tesm poiched which was presented in the
first amendment and replaced by the terin serrated in the second
amendment and the term bone which was presented in the first
amendment and deleted in the second amendment are NOT
shown in brackets, i.e. (notched] and (bone)] in the second
amendment. This is because the terins [notched) and [bone]
would not be changes from the patent claim text and therefore
are not shown. In both the first and the second amendments, the
eatire claim is presented with all the changes from the patent
text,

145§ Allowance and Issue [R-14]

*“In all reissve applications prepared for issue, the number
of the original patent being reissued should be placed in the box
peovided therefor below the box for the applicant’s name on the
Issue Classification Slip (form PT0-270).

The specifications of reissue patents will be printed in such
a manner & (© show the changes over the original patent by
printing material omitied by reissue enclosed in beavy brackets
[ ] and materia) added by reissue in italics, *>37 CFRe 1,173
(see >MPEP< § 1411) requires the specification of a reissue
epplication to be presented in a specified form, specifically
designed to facilitate this different manner of printing, as well
as for other reasons,

The printed reissue specification will casry the following
beading which will be added by the Patent Issue Division:

“Matterenclosed inbeavy brackets ( ] appears in the original
patent but forms no pant of this reissue specification; matter
printed in italics indicates the additions made by reissue.”

The examiners should see that the specification is in proper
form for printing. Matter appearing in the original patent which
is omitted by reissue should be enclosed in beavy brackets,
while matter added by reissue should be underlined,

Anymaterial added by amendment in the relssue application
which is later canceled should be crossed through, However,
cancelation of material in the original patent should be indicated
by brackets,

All the claims of the patent should appear in the specifica-
tion, with omisted claims enclosed in brackets. No renumbering
of the original patent claims is necessary, even if the depen-
dency of a dependent claim is changed by relssue 80 that it is
dependent on a subsequent higher numbered claim, Howeves,
when a dependent claim in e reissue application depends upon
& claim which has been canceled and no change in dependency
to & remaining claim bas been made, such a dependent claim
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must be rewritien in independent form. New claims should
follow the number of the highest numbered patent claims and be
underlined to indicate italics. The peovisions of *>37 CFR<
1.173 that claims should not be renumbered applies to the
reissue application as filed. When the reissue is allowed, any
claims remaining which are additional to the patent claims are
renumbered in sequence starting with the number next higher
than the number of claims in the original patent. Therefore, the
number of claims allowed will not necessarily correspond to the
" number of the last claim in the reissue application, as allowed.

At least one claim of an allowable reissue application must
be designated for printing in the Official Gazeste. Whenever
possible, that claim should be one which has been changed or
added by the reissue, A canceled claim must not be designated
as the claim for the Official Gazetie.

In the case of reissue applications which have not been
prepared in the indicated manner, (he examiner may request
from the applicant a clean copy of the reissue specification

. prepared in the indicated form, Howeves, if the deletions from
the original patent ase emall, the reissue application can be
prepared for issue by putting the bracketed inserts at the ap-
propriate places and suitably numbering the claims,

All parent application data on the original patent file
wrapper should be placed on the reissue file wrapper, if it is siill
propet.

The list of references to be printed a1 the end of (he reissue
gpecification should include both the references cited during the
original prosecution as well as the references cited during the
prosecution of the reissue application. A patent cannot be
reissued solely for the purpose of adding citations of additional

art

NOTE. — Transfes of drawing, SMPEP<§ 1413,
1456 Reissue Review

Allreissue cases are screened in Quality Review for obvious
oath or declaration informalities as well as adherence to cusrent
reissue practices. A patentability review will be made in 2
sample of reissue applications by the Quality Review Examin-
ers. This review is an appropriate vehicle for providing infor-
mation on the uniformity of practice and is belping to identify
problem areas,

1460 Effect of Relssue

35 U.5.C.252. Effect of reissue,

The susrender of the originel patent shalf taks effect upon the issus
of the reissued patent, and every reissued patent shall bave the same
effect and operation in law, on the tiel of ections for causes thereafier
arising, as if the eame had been originelly grantad in such smended
fosm, but in so far as the claims or the originel and reissued petents ase
identical, such susvender shell not sffect aay action then pending nor
abate any cause of action then existing, and the reissued patent, to the
extent that its cleims are identical with the originel patent, shall
canstitute e continuetion thereof and heve effect continuously from the
date of the original patent,

No reissued patent shell abeidge or affect the right of any person of
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kis successors in business who made, purchased or used prior to the
grant of areissue snything patentsd by the reissued patent, (o continue
the uee of, or o sell W others o be used or sold, the specific thing 9o
made, purchesed or used, unless the meking, using or seliing of such
thing infringes & valid claim of the reissued patent which wes in the
original patent. The court before which such matier is in guestion may
provide for the continued manufecture, use or sele of the thing made,
purchased or used es specified, or for the menufacture, use or sele of
which substantisl preperstion wes made before the grent of the roissue,
and it may also provide for the continued practice of eny process
petented by the reissue, precticed, ot for the prectics of which substan-
tial preperetion wes made, prior Lo the grent of the reigsue, to the extent
and under such torms es the court desms equitable for the protection of
investments made or business commenced before the grant of the
reissue. .

1480 Certificatesof Correction - QOffice Mistake
[R-14])

38 U.8.C. 254. Certificate of corvection of Pasent and Trademark
Office mistake.

Whenever & mistake in a patent, incurred through the fault of the
Patent end Trademark Office, is clearly disclosed by the records of the
Office, the Commissioner may issue a certificats of correction slating
the fect and nature of such mistake, under sesl, without cherge, ©o be
recorded in the records of patents. A printed copy thereof shell be
attached 1o each printed copy of ths petent, and such certificats shall be
considered as part of the originel patent. Every such patent, together
with such certificats, shall have the seme effect end operation in law on
the tziel of actions for causes thereafier arising as if the same bad been
originally issued in such coerected form. The Commissioner may issue
& corrected patent without cherge in lieu of end with like offect as &
certificate of corection.

37 CFR 1.322, Cenificase of correction of Office mistake.

(&) A certificete of correction under 35 U.S.C. 254% may boissued
at the request of the patentse or ®>the patentse's< assignes. Such
certificate will not be igsued at the request or suggestion of anyone not
owning an interest in the patent, nor on motion of the Office, without
firat notifying the patentee (including any essignee of cecord) and
affording *>the patentse< en opporiunity to be heard. >When the
request relaiss to 8 patent involved in en interference, the request sball
comply with the requireznents of this section and shall be socompenied
by a motion under § 1.635.<

(b) If the nature of the mistake on the pest of the Office is such that
a certificets of correction is deamed inappropriste in form, the Come
missioner may issve & cosrected petent in leu thereof as @ more
appropriate form for certificats of correction, without expense (o the
pétentse,

(Paza. (a) amended, 49 FR 48416, Dec. 12, 1984, effoctive Feb, 11, 1985}

Mistakes incurred through the fault of the Office ase the
subject of Certificates of Correction under 37 CFR 1.322, If
such mistakes are of such a nature that the meaning intended is
obvious from the context, the Office may decline to issue a
certificate and merely place the corespondence in the patented
file, where it serves to call attention to the matter in case any
question as to it arises.

Letters which merely call attention to esrors in patents, with
arequest that the levter be made of record in the patented file, will
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not be acknowledged.

In order to expedite all proper requests, a Certificate of
Correction should be reguested only for errors of consequence.
Letiers making errors of record should be utilized whenever
possible.

Each issue of the Official Gazette (patents section) numeri-
cally lists all United States patents having Certificates of Cor-
rection. The list appears under the beading “Certificates of
Correction for the week of (date).”

1481 Applicant’s Mistake [R-14]

35 U.5.C. 255. Certificate of correction of applicant’s mistake.

Whenever & misteke of & clerical or typogrephical natuse, or of
minor character, which wes not the fauit of the Petent and Trademark
office, appears in & patent and & chowing bas been mede that such
mistake occurred in good feith, the Commissioner mey, upon payment
of the requised fee, isave & cenificate of comection, if the correction
does not involve such chenges in (he patent 88 would constitute new
matter of would require re-exemination. Such patent, together with the
certificate, shall have the same effect end operation in lew on the trial
of sctions for causes thegeafier arising as if the same had beenoriginally
ingued in such comrected form.

37 CFR 1.323. Centificate of corvection of applicant's misiake.

Whenever & mistake of @ clericel or typogrephical nature of of
minor character which was not the fault of the Office, eppeass in &
patent and 8 showing is made thet such mistake occwrred in good faith,
the Commiseioner may, upsn payment of the *fee »eet forth in §
1.20(a), issue & certif-zate of comection, if the corvection does not
involve such changes in the patent as would constitute new matier of
would requise reexamination. > A request for e certificate of correction
of a patent involved in an interference shall comply with the require-
ments of this section and shell be eccompenied by 8 motion under §
1.635.<

{Amended, 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985)

37 CFR 1.323 relates to the issuance of Cestificates of
Correction for the correction of errors which were not the fault
of the Office. A mistake is not of a minor characier if the
requested change would materially affect the scope or meaning
of the patent. The fee for providing a correction of applicant’s
mistake, other than inventorship is *%>set forth in 37 CFR
1.20(a)<.

The Issue Fee Transmittal Form postion (PTOL-85b) of the
Notice of Allowance provides a space (item 2) for assignment
data which should be completed in ordes to comply with 37 CFR
1.334. Unless an assignee’s name and address are identified in
item 2 of the Issue Fee Transmittal Form PTOL-85b, the patent
will issue to the applicant. Assignment dacaprinted on the patent
will be based solely on the information so supplied.

A request for correction of esror arising from incomplete or
erroneous information furnished in item 2 of PTOL-85b will not
be granted as a matter of course and will be subject to adherence
to all the requirements of 37 CFR 1.323.

35 U.5.C. 256, Correction of named inventor
Whenever througherror & person is namedin an issued patent as the
inventor, or through error an inventor is not named in an issusd patent
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and such ervor erose without any deceplive intention on bis past, the
Commissioner may, on epplication of sl the parties and assignees, with
proof of the facts and such other reguirements as may be imposed, issue
& certificate correcting such egror.

‘The ezvor of omitting inventors of naming persons who are not
inventors shall not invalidate the patent in which such ervor occurred if
it can be corrected as provided in this section. The court before which
such matter is celled in question maey order correction ¢f the patent on
notice and hearing of all parties concerned and the Commissioner shall
issue e certificate sccordingly.

37 CFR 1.324. Correciion of inventorship in patens.

Whenever & patent is issued end it appears that the correct inventor
or inventors were not named through error without deceptive intention
on the partof the sctual inventor or inventors, the Commissioner may,
on petition of all the partics and the assignees end satisfactory proof of
the fects and payment of the fee set forih in § 1.20(b), or on order of &
court before which such matter is called in question, issue o certificate
naming only the actuel inventor or inventors. >A request to correct
inventorehip of e patent involved in an interference shall comply with
the requirements of this section and shall be accompenied by & motion
under § 1.634.<

[Amerded, 49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; S0 FR
23123, May 31, 1985)

The “satisfactory proof of facts” required by 37 CFR 1.324
must be of the same type and character as the proof requised
sunder 37 CFR 1.48< to justify correcting inventorship in an
application, as described in >SMPEP<§ 201.03. **>Unlike cor-
rection of inventorship in an application under 37 CFR 1.48(a),
where the requirement for a verified statement of facts by each
originally named inventor may be waived pursuant to 37 CFR
1.183, any correction of inventorship in a patent under 37 CFR
1.324 requires petition of all the parties, i.e., originally named
inventors and assignees, in accordance with statte (35 U.S.C.
256) and thus the requirement cannot be waived, Correction of
inventorship request under 37 CFR 1.324 should be directed to
the Supervisory Primary Examiner whose unit handles the
subject matter of the patent.<.

1485 Handling of Request for Certificates of
Correction [R-14)

Requests for certificates of correction will be forwarded by
the Correspondence and Mail Division, to the Certificate of
Correction Branch of the Publishing Division, where they will
be listed in a permanent record book,

“>If the patent is involved in an interference, a centificate of
correction under 37 CFR 1.324 will not be issued unless a
corresponding motion under 37 CFR 1.634 has been granted by
the examiner-in-chief. See MPEP § 2334. Otherwise, determi-
nation< as to whether an esror has been made, the responsibility
for the error, if any, and whether the error is of such a nature as
to justify the issuance of a certificate of correction will be made
by the Centificate of Correction Branch. If a report is necessary
in making such determination, the case will be forwarded to the
appropriate group with a request that the report be furnished. If
no cestificate is to issue, the party making the request is so
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notified and the request, report, if any, and copy of the commu-
nication to the person making the request are placed in the file
and entered thereon under “Contents” by the Certificate of
Correction Branch. The case is then retumed to the patented
files. If a certificate is to issue, it will be prepared and forwarded
to the person making the request by the Publishing Division. In
that case, the request, the repoct, if any, and a copy of the letier
transmitting the certificate of cosrection to the person making
the request will be placed in the file and entered thereon under
" “Contents”,

Applicants, or their attomeys or agents, are urged to submit
the text of the correction on a special Certificate of Cosrection
form, PTO-1050, which can serve as the camera copy for use in
direct offset printing of the certificaie of correction. Both parts
of form PTO-1050 must accompany the request since the
second part will be placed in the application file for internal use.

Aperforated space at the bottomof form PTO-1050 has been
provided for the patentee’s cusrent mailing address, and for
-ordering any desired additional copies of the printed certificate.
The fee for each additional copy ordesed is **>set forth in 37
CFR 1.19(a)(1)<. The fee should accompany the request.

To facilitate the use of the Form PTO-1050, the public may
obtain as many copies as needed from the Correspondence and
Mail Division.

Where only a part of a request can be approved, or wheze the
Office discovers and includes additional corrections, the appro-
priate alterations are made on the form PTO-1050 by the Office.
The patentee is notified of the changes on tse Notification of
Approval-in-part form PTOL-404. The certificate is issued
approximately 6 weeks thereafter.

Form PTO-1050 should be used exclusively regardless of

the length or complexity of the subject matter. Intricate chemi-
cal formulas or page of specification or drawings may be
reproduced and mounted on a blank copy of PTO-1050. Failure
to use the forin has frequently delayed issuance since the text
must be retyped by the Office onto a PTO-1050.
- Theexact page and line number where the efvors occur in the
application file should be identified on the request. However, on
form PTO-1050, only the column and line number in the printed
patent should be used.

The patent grant should be retained by the patentee. The
Office does not attach the cestificate of correction (o patentee’s
copy of the patent. The patent grant will be returned to the
patentee if submitied.

Below is a sample form illustrating a varsiety of corrections
and the suggested manner of setting out the format. Pasticular
attention is directed to:

a. Identification of the exact point of ezror by reference to
column and line number of the printed patent of to claim number
and line where a claim is involved.

b. Conservation of space on the form by typing single
space, beginning two lines down from the printed message.

¢. Stasting the cofrection to each separate column as a
sentence, and using semicolons 10 separate comections within
said column, where possible.

d. Two inch space left blank at bottom of the last sheet for
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signature of attesting officer.

e. Use of quotation marks to enclose the exact subject
matter to be deleted or comrected; use of double hypbens (- --)
to enclose subject matier to be added, except for formulas.

f. Where a formula is involved, setting out only that
portion thereof which is to be correcied or, if necessary pasting
a photocopy onto form PTO-1050.

The examiner's comments are requested on form PTO-306
revised, where, under 37 CFR 1.323, there is a question invoiv-
ing change in subject matter.

UNITED STATES PATENT AND TRADEMARK OFFICE
CERTIFICATE OF CORRECTION
Dated April 1, 1969
Jomes W. Weosth
It is cegtified that erver appears in the above-identified patent end that said

Letiezs Petent is heseby comected as shown below:

In the drawings, Sheet 3, Fig. 3, the reference numeral 225 should be applied
to the plate element stinched to the support member 207. Columa 7, lines 45 to
49, the lefi-hand formuls should eppear as follows:

Rg
=~ oz
CFz: =~
Columa 10, fosmule XXXV, that portion of the fosmuls reading
CH CN
| shouldresd |
- .

Formrusle 30(VI, that portion of the formule reading “-CH2CH-* should resd
= CHCH—. Columa Z, line 68 sad columa 3, lines 3, § and 13, for the claim
reference numeral “2”, each occusvence, should read —1—, Columa 10, lige
16.cancel beginning with “12, A sensor device™ to end including “live sigips.”
i columa 11, line 8, aad insent the following claim:

§2. A coatrol cizeuit of the charester set forthin claim 1 end for an sutomobile
bavisg e coavertible top, aad including; means for moving said wp between
raised asd lowered retwacied position; end cowtrel means respoasive to seid
sensog relay for emeegizing the top moving means for moving ssid top from
retracted position o raised pogition.

1490 Disclaimers [R-14]

35 U.S.C. 253. Disclaimer.

Whenever, without any deceptive intention, e claim of a patent is
invelid the remaining claims shall not thereby be rendered invalid. A
patentee, whether of the whole or any sectional interest therein, may,
on payment of the fee required by law, make disclaimer of any
complete cleim, stating therein the extent of bis interest in such patent.
Such disclaimer shall be in writing, and recorded in the Patent and
Trademark Office; and it ehall thereafter be considered as past of the
original patent to the extentof the interest possessed by the disclaiment
and by those clsiming under him.

In like manner eny patentee or applicant may disclaim or dedicate
to the public the entire term, or any terminal past of the term, of the
patent granted or (o be granied.

37 CFR 1.321. Stanaory disclaimer.

() A disclaimer under 35 U.5.C. 253 must be sccompanied by the
fee set forih in § 1.20(d) eand identify the patent and the claim or cleims
which are disclaimed, and be signed by the person making the dis-
claitner, who shall state therein the extent of his or her interest in the
patent. A disclaimer which is not & disclaimer of a complete claim or
claims msy be refused recordation. A notice of the disclaimer is
published in the Official Gazerte end attached to the printed copies of
the specification. In like manner any patentee or epplicant may dis-
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cleim or dedicate to the public the entire tezm, of any terminel past of
the term, of the patent granted or to be granted.

(b) A terminal disclsimer, when filed in sn application o obviate
a double patenting rejection, must be accompanied by the fee set forth
in § 1.20(d) and include @ provision thet any patent granted on that
application shall be enforceable only for and during such period that
said patent is commonly owned with the application or patent which
formed the basis for the rejection.

A disclaimer is a statement filed by an owner (in part or in
entirety) of a patent or of a patent to be granted, in which said
owner relinquishes certain legal rights to the patent. There are
two types of disclaimers>: statutory and terminal<; (1) a dis-
claimer under 37 CFR 1.321(a) >is< used to disclaim an entire
claim or claims of 2 patent, and (2) a terminal disclaimer under
37 CFR 1.321(a) *>o01< (b) >is< used to disclaim or dedicate a
portion of the entire term of all of the claims of a patent.

sFor a disclaimer (o be accepted, it must be signed by the
proper panty. See 37 CFR 3.73.<

STATUTORY DISCLAIMERS

Under 37 CFR 1.321(a) the owner of a patent may disclaim
a complete claim or claims of bis patent. This may result from
a lawsuit or because he has reason to believe that the claim or
claims are (oo broad or otherwise invalid. >If the patent is
involved in an interference, see MPEP § 2362.<

TERMINAL DISCLAIMERS

37CFR 1.321(a) also provides for the filing by an applicant
or patentee of a terminal disclaimer which dieclaims or dedi-
cates (o the public the entire tesm oe any pottion of the term of
a patent or patent to be granted.

37 CFR 1.321(®b) specifically provides for the filing of a
terminal disclaimer in an application for the purpose of over-
coming arejection for double patenting. >See MPEP § 804.02.<

PROCESSING

The **>Certificates of Corrections< Branch **is respon-
sible for the handling of all >statutory< disclaimers filed under
sthe first paragraph of< 35 U.S.C. 253, whether the case is
pending or patented>, and all terminal disclaimers (filed under
the second paragraph of 35 U.S.C. 253) except for those filed in
an application pending in an Examining Group<, This involves:

1. Detesmining compliance with 35 U.S.C. 253 and
37 CFR 1.321;

2. Notifying applicant or patentee when the disclaimer is
informal and thus not acceptable;

3. Recording the disclaimers; and

4. Providing the disclaimer data for printing.

L 24
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TERMINAL DISCLAIMER IN PENDING
APPLICATION PRACTICE

>Where a terminal disclaimer is filed in an application
pending in an Examining Group, it will be processed by the
Paralegal of the Office of the Special Program Examiner of the
Examining Group baving respoasibility for the application. The
Paralegal will: '

1. Determine compliance with 35 U.S.C. 253 and 37 CFR
1.321;

2. Notify the Examiner having charge of the application
whether the terminal disclaimer is acceptable or not;

3. Where the terminal disclaimer is not acceptable indicate
the nature of the informalities, so that the Examiner can inforn
applicant in the next Office action;

4. Record the terminal disclaimer; and

5. Provide the appropriate terminal disclaimer data for
printing,

The Paralegal will identify a terminal disclaimer as being
present in an application by:

(a) Atiaching a green label w the file wrapper;

(b) Stamping a notice on the file of the tern which has been

(c) Endorsing the paper containing the terminal disclaimer
submission on the "Contents” flap of the application file; and

(d) Entering the terminal disclaimer into the PALM system
recoeds, for the application.<

Since the claims of pending applications are subject to
tscancelatione, amendment or renumbering, a tenminal dis-
claimer directed o a particular claim or claims will not be
accepled; the disclaimer must be of a terminal portion of the
tesin of the entire patent to be granted. The statute does not
provide for conditional disclaimers and accordingly, aproposed
disclaimer which is made contingent on the allowance of certain
claims cannot be accepled. The disclaimer should identify the
disclaimant and his or ber intesest in the application and should
specify the date when the disclaimer is to become effective.

A terminal disclaimer filed to obviate a double patenting
rejection is effective only with respect to the application iden-
tified in the disclaimer. For example, a terminal disclaimer filed
in a parent application has no effect on a continuing application
claiming filing date benefits of the parent application under 35
U.S.C. 120. If two (or more) pending applications are filed, in
each of which a rejection of one claimed invention over the
other on the ground of obviousness type double patenting is
proper, the rejection will be made in each application. An
appropriate terminal disclaimer must be filed in each applica-
tion. This is because a terminal disclaimer filed to obviate a
double patenting rejection is effective only with respect (o the
application identified in the disclaimer. Moreover, the filing of
an appropriate terminal disclaimer in each application will
prevent apotential extension of monopoly in the last application
to be issued.
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PTO/SB/ €3 (10-92)

DISCLAIMER IN PATENT

Wegms of pesontos Docka Nembee (Opticaal)
Pesent Numbee Dets Poteat laswsd
Tile of lnvestion

lMemwwmeMmeyMWMnmcmdmmWMmm
bsoad o invalid; Gierefore:

[ bereby disclaim the following complew claims in Be ebove identified patent:

The extent of my interest in said pasent is (if asssignee of record, s tber and page, or reel end frame, where

snsigaieen is reconded]:
The fee for this disclnimer is set forth i 37 CFR 1.20(d).

[) Pasentee is o smail entity undes 37 CFR 1.9 and 1.27.

4 vesified sintemens is sttached.
A verified vistement of siaivs 68 & sl enilty wader 37 CFR 1.27
bgs already beon filed (s Guls case, sad i eiill coment,

D A check o te smount of Ge foe is enclosed.

[ 1hé Commissioner is bereby suthorized t chasge any fees which may be required or credis any
overpayment 0 Depoeit Accoam No. ... | Bave eaclosed a duplicate copy of tuis theet.

; 19,

Signsdat________ Stwof fhis .. day of

Sigrame

Typed o princed eame

Address

City, Sese, Zip Code or Foreign Couniry & spplicable

PIOEE/ & (1692) Patat sad Trodosmark Offien; U.S. DEPARTMENT OF COMMERCE
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PTOGE/ 25 (10-92)

TERMINAL DISCLAIMER TO OBVIATE A PROVISIONAL DOUBLE Docltet Number (Optional)
PATENTING REJECTION OVER A PENDING SECOND APPLICATION '

In re Application of:
Application No.
Filed:

For:

Petitioner, . . is the owner of . percent interest in the instant
application. Petitioner hereby disclaims, except as provided below, the terminal part of the statutory
term of any patent granted on the instant application, which would extend beyond the expiration
da(cot‘tbefullmmwrywmdeﬁuedm:isu S.C. 154 10 156 and 173 as shoriened by any terminal
disclaimer filed prior to the grant of any patent granted on pending second Application Number
emm— J1120 OB - Petitioner hereby agrees that any patent so granted
onthemunuppbcwonshallbeenfombbonlyformddmgmhpenoddmuandmypmm
granted on the second application are commonly owned. This agreement runs with any patent
granted on the instant application and is binding upon the grantee, its successors or assigns.

In making the above disclaimes, petitioner does not disclaim the teeminal part of any patent
granted on the instant application that would extend to the expiration date of the full statutory term
as defined in 35 U.S.C. 154 to 156 and 173 of any patent granted on the second application, as
shortened by any terminal disclaimer filed prior (o the patent grant, in the event that any such
granted patent: expires for failure (o pay a maintenance fee, is held unenforceable, is found invalid
by a coust of competent jurisdiction, is statutorily disclsimed in whole or terminally disclaimed
under 37 CFR 1.321, has all claims cancelled by a reexamination certificate, is reissued, orisin any
mannes terminated peioe (o the expiration of its full statutory term as shorened by any terminal
disclaimses filed prioe o its grant.

For submissions on behalf of en organization (e.g., corporation, partnership, university,
government agency, eic.), the undessigned (whose title is supplied below) is empowered to act on
bdulfoflheovmumom

Iherebydecwedmaﬂmmminofmymkmwbdnmmmdmm
statements made on information and belief are believed to be true; and fusther that these statements
- | were made with the knowledge that willful false staternents and the like 3o made are punishable by
fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that
such willful false statements may jeopardize the validity of the application or any patent issued

Date Siguature

Typed or printed neme end tde ¥ spplicable

[7] Tenminal disclaimer fee under 37 CFR 1.20(d) is included.
[] PTO suggested wording for terminal disclaimer was
[[] unchanged. [ changed (if changed, sn explanation should be supplied).

— o e e e T
PTOMSEY 25 (1052) Pessas end Teadomark Office, U.S. DEPARTIMENT OF COMMERCE
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| o - PTO/SBY 26 (1092)

. M“MTO OBVIATE A DOUBLE PATENTING Docket Number (Optional)
E ‘BEJECTION OVER A PRIOR PATENT ' <
Inre Application of:
Application No.
Filed:
For:

Petitioner, , is the owner of........percent interest in the instant application.

Petitioner hereby disclaims, exeept as provided below, the terminal part of the statutory term of any
patent granted on the instant application, which would extend beyond the expiration date of the full
statutory terro defined in 35 U.S.C. 154 1o 156 and 173, as preseatly shortened by any ieeminal
disclaimer, of prior Patent No. ....c.cccoercennenns . Petitioner hereby agrees that any patent so granted
on the instant application shall be enforceable only for and during such period that it and the prior
patent arecommonly owned. This agreement runs with any patent granted on the mstamapphcauon
and is binding upon the grantee, its successors or assigns.

In making the above disclaimer, petitioner does not disclaim the terminal part of any patent
granted on the instant application that would extend to the expiration date of the full statutory term
as definedin 38 U.S.C. 154 w0 156 and 173 of the prior patent, as presently shortened by any terminal
disclaimer, in the event that it later: expires for failure to pay a maintenance fee, is held
unenforceable, is found invalid by a coust of competent jurisdiction, is statutorily disclaimed in
whole or terminally disclaimed under 37 CFR 1.321, bas all claims cancelled by a reexamination
cestificate, is reissued, oris in any manner terminated prioe (o the expiration of its full statutory term
as presently shortened by any terminal disclaimer.

For submissions on behalf of an organization (e.g., corporation, parmership, university,
government agency, eic.), the undersigned (whose title is supplied below) is empowered to act on

behalf of the organization.

I hereby declare (hat all statements made herein of my own knowledge are cue and that all
statements made on information and belief are belicved to be true; and further that these statements
were made with the knowledge that willful false statements and the like o made are punishable by
fine orimprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such
willfil false statements may jeopardize the validity of the application or any patent issued thereon.

Dete Signasume

Typed oz printed came end dde if applicable

Terminal disclaimer fee undee 37 CFR 1.20(d) included.
PTO suggested wording for tesminal disclsimer was

[J unchanged, [~Jehanged (if changed, an explanstion should be supplied).

PTO/SE/ 26 (1092) Puwat wod Tredomark Offine, U.S. DEPARTMENT OF COMMERCE
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