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1201 Introduction [R-9}
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The Patent and Trademark Office in administering the
Patent Laws makes many decisions of a discretionary nature
which the applicant may feel deny him or her the patent
protection to which be or she is entitled, The differences of
opinion on such mattess can be justly sesolved only by prescrib-
ing and following judicial proceduses, Where the differences of
opinion concem the denial of patent claims because of peior art
or material deficiencies in the disclosure set forth in the appli-
cation, the questions thereby raised ase said (o relate to merits,
and appeal proceduse within the Patent and Trademark Office
and o the courts has long been provided by statute.

The line of demarcation between appealable matiers for the
Board of Patent Appeals and Interferences (Boasd) and petition-
able matters for the Commissioner of Patents and Trademarks
should be carefully observed, The Board will not ordinasily beas
a question which it believes should be decided by the Commis-
sioner, and the Commissioner will not ordinarily entertain a
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petition where the question presented is an appealable matier.
However, since 37 CFR 1.181(f) states thatany petition not filed
within two months from the action complained of may be
dismissed as untimely and since 37 CFR 1.144 states that
petitions from restriction requirements must be filed no later
than appeal, petitionable matters will rarely be present in a case
by the time it is before the Board for a decision. Note In re

Hengehold, 440 F .24 1395, 169 USPQ 473 (CCPA 1971).

1203 Composition of Board [R-9)

38 U.S.C. 7 peovides for a Board of Patent Appeals and
Interferences as follows: .

35 U.5.C. 7 Board of Patsms Appeals and Imserferences

(e) The exeminers-in-chief shall be persons of competent legel
knowledge end scientific ability, who shall be appointed to the com-
petitive servics. The Commissioner, the Deputy Commissioner, the
Assistant Commissioners, end the examinese-in-chiof shell conatitute
the Board of Peteat Appesls and Interferences.

(b) The Board of Patent Appeals and Interferences shall on written
sppeal of an epplicent, review adveree decisions of exeminess upon
spplicstions foe patents and ehell determine priority end patentability
of iavention in interference decleed under section 135(e) of this title.
Esch eppesl end interference shall be beerd by et lesst three members
of the Boad of Putent Appeels end Interfesences, who chall be
designated by (e Commissiones. Only (e Board of Putent Appeals
and Ineeforences bas te suthority to grant rebearings.

(c) Whenever the Commissionsr considers it necessery, in order to
kesp current the work of the Boasd of Petent Appeals and Intesferences,
the Commissloner may designats eny palent exeminer of the primary
examiner grede oz higher, baving the regulsite ability, to eerve ms
examiner-in-chief for periods not enceeding sin months esch. An
examinsr o designated shel) be qualified (o act a5 & member of the
Boezd of Petent Appesls end Interferences. Not more then one of the
members of (he Bourd of Patent Appeels end Interferences bearing en
sppeal o detsrmining en inesference may be an enaminer 50 desig-
nated, The Secretary of Commerce is suthorized to fin the pay of each
designatad examinees-in-chief in the Patent and Trademesk Office atnot
1o excsed the mexlmum rate of basic pay payeble for grede GS-16 of
the General Schedule undes section $332 of title 5. The rets of basic pay
of each individual designsied exeminer-in-chief shall be edjusted, at
the elose of the pericd for whieh that individual was designated to act
enaminer-in-chief, (o the rate of basic pay that individual would have
besn receiving st the elose of such period if such designation hed not
besn made,

If subsequent o the hearing, but prior to the decision, a
Board member who heard the appeal becomes unable to particls
pate in the decision for some reason, the Chairman of the Board,
a4 bis discretion, may without a rehearing substitute a diffesent
Boasd member for the one who is incapacitated, or he may offer
the applicant the opportunity for  rebearing. See /n re Bose
Corporation, 772 F.24 866, 227 USPQ 1 (Fed. Cis. 1988).

Should a member die or otherwise become unavailable (foe
example, setirement) to reconsider a declsion, normally another
member will be designated by the Chalrman of the Boasd as a
substiwte for the absent member.
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1204 Administrative Handling [R-9]

Ex parte appeals to the Board, and all papers relating thereto,
are forwarded to the examining group for docketing. All appeal
papers, such as the notice of appeal, appeal brief and request for
extension of time to file the beief are processed by the appropei-
ate examining group.

The clerk in charge of handling appeals in the examining
group is solely responsible for completion of all phases of

eal clerical procedure. All communications from the Board

and all signed Office communications relating to appeals from
the examiners should be given to the group eppeals clerk.
To insure that all records are cusrent, memorandum form PTO-
262 is attached to the file wrapper when it is remanded by the
Board. It is important that this memorandum be promplly
completed and forwarded by the group if the application is
allowed, the prosecution is reopened, acontinuation epplication
is filed or if the appeal is discontinved foe any other reason.

If the brief is not filed within the time designated by 37 CFR
1.192, the clesk will notify the applicant that the appeal stands
dismissed.

“SPECIAL CASE"

Subject alone to diligent prosecution by the applicant, an
application for patent that once has been made special and
advanced out of s by the Commissioner or an Assistant
Commissioner for examination will continue o be special
theoughout its entire cousse of prosecution in the Patent and
Trademark Office, including appeal, if any, (o the Board,

A petition (o make a case special afier the appeal has been
forwasded to the Board may be addsessed to the Board. How-
ever, no such petition will be granted unless the beief has been
filed and applicant hes made the same type of showing requised
by the Commissioner under 37 CFR 1.102. Therefore, diligent
prosecution is esseatial (0 a favorable decision on a petition 0

make special.
1208 Notice of Appeal [R-14)

35 U.S.C. 134. Apped to the Board of Patens Appeals and Interfer-
Ences.

An spplicent for s petent, eny of whose cleims has been twice
rejected, mey eppsal from the decision of the primesy enaminer to the
Bowd of Petent Appeals and Intesferences, having once pald the fee for
such appeal.

35U.S.C. 41, Patem fees
() The Commissioner shall chasge the following fees:
[ BN AR

(6)>(A)< On filing an appesl from the examiner o the Boasd of

Patent Appesls and Interferences, **>$190.€
“>(B)< In additon, on filing s brief in support of the sppeal,

*5$190<, and on requesting en orel hearing in the sppeel before the
Board of Patent Appeals end Interferences, *>$160<.

(st!’a,pm. (e)(6)amanded, Dec. 10, 1991, Public Law 102-204, s8¢, §, 105
Stat. 163
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NOTE: Under 35 US.C. 41(f), the axpounts of the foee have |
been Increased by ruls; see 37 CFR 1.17(e) for current oo |
| smounts. ‘
(1]
37 CFR 1.191. Apped to Board of Pasens Appeals and Interferences.
(s) Every applicant for & patent or for reissus of e patent, of every
owner of & patent undar resnamination, any of the cleims of which heve
bean twice rejectsd, or who has been given a final rejection (§ 1.113),
msy, upod the peymaent of the fee set ferth ia § 1.17(e), eppedl from the
dacision of the exeminer to the Bowd of Patent Appeals end Intesfer-
ences within the time ellowed for response.

(b) The appeel in an epplication or reenamination proceeding must
identify the rejectzd clsim or cleims eppealed, and must be slgned by
the applicant, patent owner or duly euthorized eftorney or agent.

{(¢) An eppeel when taken muet be taken from the rejection of all
¢claims under rejection which epplicant or patent owner proposes ©
contest. Questions selating to matters not effecting the merits of the
invention mey be required to be settled before en appesl can be
considered.

(d) The tme periods st forth in §§ 1.191 tuough 1.193 ere subject
to the provisions of § 1.136 for patent epplications o § 1.550(c) for
resnumination proceedinge, See 1.304(e) for extensions of time for
filing & notics of sppeal to the U.S. Count of Appeals for the Federal
Cirenit o for commencing e civil sction,

(e) Jurisdiction over the applicstion or petent under reeremination
passes w the Boerd of Patent Appeals end Inter{erences upon ransmit-
tal of the fils, including el briefe and exeminet's enswers, tothe Bowd,
Prioe to the eatry of & decision on the appeal, the Commissioner may
sus sponte order the epplicetion remanded W the examiner,

An applicant or pateat owner in a reexamination proceeding
dissatisfied with the primary examiner's decision in the second
orfinal rejection of his or ber claims may appeal to the Boagd for
review of the examines’s rejection by filing a notice of appeal,
signed by the epplicant, patent owner of bis or ber attomey, and
the required fee set forth in 37 CFR 1.17(e).

The notice of appeal must be filed within the period for
response set in the last Office action, which is normally theee
months for applications, See MPEP § 714,13, Fallure toremove
all grounds of rejection and otheswise place an application in
condition for allowance in the absence of new rejections or to
file an appeal afier final rejection will result in the application
becoming abandoned, even if one or mose claims have been
allowed except where claims suggested for interfesence bave
been copled. The Notice of Appeal and appropriate fee may be
filed up to six months from the date of the final rejection, solong
s an appropriate petition and fee for an extension of time s filed
either peior to or with the Notice of Appeal, Failure to file an
eppeal in a reexaminaton peoceeding will sesuli in issuance of
the certificate under 37 CFR 1,570,

37 CFR 1,191 provides for appeal to the Board by the patent
owner from any decision in areexamination proceeding adverse
to patentability, in accordance with 35 U.S.C. 306, See also
MPEP § 2273,
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The use of a separate letter containing the notice of appeal
is strongly recommended. The wording of the letter could be as
follows:

NOTICE OF APPEAL FROM THE EXAMINER TO THE
BOARD OF PATENT APPEALS AND INTERFERENCES
In re application of:
Serial or Patent No:
For:
Filed:
. Group Ast Unig:

To Commissioner of Peteats and Trademerks
Sis:

Applicant or patent owner bereby eppeals to the Board of Patent
Appeals end Interferences from the decision dated ............ of the
Exeminer finally rejecting claims ....eveioeree

The item(s) checked bslow are appropriate:

1.[ ] An extension of time to respond (o the finel rejection:

8. [ Jwes obteined on ....cnemcmerens (<7 S monihs(s),

b.{ ) is heveby requested under 37 CFR 1.136.
2.( § Appesl fes BmOUAL «..cvvviiirronne

[ ] Extension of time fos amonmt ...
a. [ }Enclosed
b. { ) Chasge (o Deposit Account No, .....vevisvinsens
(One sdditional copy of this Notice is enclosed berewith.)

(Signature (37 CFR 1.191(b))

Comrespondence address)
MATTERS HANDLED CONCURRENTLY WITH APPEAL

The Patent and Trademark Office does not acknowledge
receipt of a Notice of Appeal by sepasate letter. However, if a
self-addsessed Post Card is included with the Notice of Appeal,
it will be date stamped and mailed,

Form Paragraphs 12.01-12.07 may be used o indicate
defects in a Notice of Appeal.

§ 12.0] Notice of appeal unacceptable « fse unpaid
The Notice of Apped filed on [1] Is not ecceplable because the

appeal fee required under 37 CFR 1.17(e) wes not filed, or wes not
timely filed,

Applicent may obiain an extension of time under 37 CFR 1.136(s)
to file the Notice of Appeal and the spproprists fee, The dats on which
the Notice of Appesl, the eppeal fes, the petition under 37 CFR
1.136(s), and the petition fee ege filed will be the dats of the response
and elso the dute for determining the period of entension end the
corresponding emount of the fes. In 1o case mey an spplicant respond
later than the meximum six month stetutory pericd of obtain an
exntension pusesent to 37 CFR 1.136(a) for more than fowr months
beyend the dets of sesponee sst in &n Office action.

§ 12.02 Netice of appedl unacceplalie — no 2nd refection
The Notics of Appesl filed on [1] is not acceptable becsuse there
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has been no second or final rejection in this spplication, 8 required
under 37 CFR 1.191,

§12.03 Notice of appeal unacceptable < not timely filed

The Notice of Appeal filed oa (1} is ot accspiable because it was
filed after the expiration of the period set in the prior Office action. This
application will become sbandoned unless epplicant oblains ea exten-
son of time under 37 CFR 1.136(a). The date on which the Notice of
Appeal, the appoel fes, the petition under 37 CFR 1.136(a), and the
petition fee are filed will be the dets of the sesponss &nd aleo the dats
for dstermining the period of extension and the corresponding umount
of ths fee. In no cese may en spplicant respond leter than the manimum
six months statutory period or oblain en exteasion pursuant to 37 CFR
1.136(e) for mose then four months bayoad the dats of response set in
an Office ection.

§ 12.0¢ Notice of appeal unacceptable — claims allowed
The Noties of Appeal filed on [1] is not eceaplable becanss a letter
of ellowsbility was meiled by the Office on {2].

§12.08 Notice of appeal dafective = unsigned

The Notice of Appeal filed on (1] is defective because it is
unsigned, A ratification, properly signed, is required.

APPLICANT IS GIVEN A TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EXPIRA-
TION OF THE PERIOD FOR RESPONSE SET IN THE LAST
OFFICE ACTION, WHICHEVER IS LONGER, WITHIN WHICH
TO MAKE THE NECESSARY CORRECTION TO AVOID DIS-
MISSALOF THE APPEAL. NO EXTENSION OF THE ONE MONTH
TIMELIMITMAY BEGRANTEDUNDER EfTHER 37CFR 1.136(s)
CR (). BUT THE PERIOD FOR RESPONSE SET IN THE LAST
OFFICE ACTIONMAY BE EXTENDED TO A MAXIMUM OF SIX
MONTHS PROVIDED THE REQUISITE FEES ARE PAID.

§12.06 Notice of appeal defective = claims unidsntified.

The Notice of Appeal filed on [1) Is defsctive because it feils to
identify the appeeled claima(s) es reguized under 37 CFR 1.191(b).

APPLICANT IS GIVEN A TDME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EXPIRA-
TION OF THE PERIOD FOR RESPONSE SET IN THE LAST
OFFICE ACTION, WHICHEVER IS LONGER, WITHIN WHICH
TO MAKE THE NECESSARY CORRECTION TO AVOID DIS-
MISSALOFTHE APPEAL.ROEXTENSION OF THE ONEMONTH
TIME LIMIT MAY BE GRANTED UNDER EITHER 37CFR 1.136
(s)OR (b), BUT THE PERIOD FOR RESFONSE SET IN THE LAST
OFFICE ACTIONMAY BE EXTENDED TO A MAXIMUM OF SIX
MONTHS PROVIDED THE REQUISITE FEES ARE PAID.

§ 12.07 Noiice of appeal dsfeciive == other reasons

The Notice of Appes filed on [1] is defective because [2).

APPLICANT IS GIVEN A TIME LIMIT OF ONE MONTH
FROM THE DATE OF THIS LETTER OR UNTIL THE EXPIRA.
TION OF THE PERIOD FOR RESPONSE SET IN THE LAST
OFFICE ACTION, WHICHEVER IS LONGER, WITHIN WHICH
TO MAKE THE NECESSARY CORRECTION TO AVOID DIS-
MISSALOFTHE APPEAL. NOEXTENSION OF THE ONE MONTH
TIME LIMIT MAY BE GRANTED UNDER EITHER 37 CFR 1.136
(=) OR (b), BUT THE PERIOD FOR RESPONSE SETIN THE LAST
OFFICE ACTION MAY BE EXTENDED TO A MAXIMUM OF SIX
MONTHS PROVIDED THE REQUISITE FEES ARE PAID.

Rev. 14, Nov, 1992
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1206 Appeal Brief [R-14]

37 CFR 1.192. Appallant's brief.

(a) The sppellant shall, within 2 months from the date of the notice
of appeal under § 1.191 in an application, reissus epplication, of patent
under reexamination, or within tie time allowed for response (o the
action appealed from, if such time is later, file & brief in wriplicats. The
brief must be accompanied by the requisite fes set forthin § 1.17(f) and
must set forih the authorities and erguments on which the appellant will
roly to meintain his sppeal.

(b) On feilure to fils the brief, accompanied by the requisite fee,
within the time allowed, the appeel shall stand dismissed.

(¢) The brief shall contain the following items vader epprogwise
headinge and in the order here indicated:

(1) Status of Claims. A statsment of the status of all the eleims,
peading or cancslled, and Identifying the claims eppealed.

(2) Stasus of Amendments. A staioment of (e stetus of eny
amendment filed subsequent o finel rejection.

(3) Summary of Inversion. A conclse explanstion of the invention
defined in the claims invelved in (e appeel, which shall sefer to the
specificetion by page end line number, and to the deawing, if eny, by
reference characters.

(4) Jesuss, A concisestatementof the lssues presented for review.

(5) Grouping of Claims. For esch ground of rejection which
eppellant contests and which spplies to more than one clalm, it will be
presumed that the rejectad cleims otend or foll together unless &
slatement s included that e rejected ciaims do not etand or fall
together, and in the eppropriete past or parts of the eegument under
subparagraph (c)6) of this section eppelient presents reasons es o why
eppellent considers Uie rejeciad claims to be seperetsly patentable.

(6) Argument, The contentions of the appellent with respect 1o
each of the issuss pressated for review in subparegraph (c){(4) of this
section, and the basls therefor, with eltations of the authorities, statistes,
and pasts of (he record relled on. Eech lssue should be treatsd under &
separats hoeding.

(§) For each rejection under 38 U.S.C. 112, first pesagreph, the
ergument sball specify the erors in the rejection end bow the first
peragrapb of 35 U.8.C. 112 s complied with, including, es eppropriats,
bow the specification and deawings, if eny,

(A) describe the subject maties defined by cach of the rejected
cleima,

. (B) enable eny person killed in the ast o meke end use the
subject matter defined by each of the rejected claims, end

(C) sat forth the best mode contemplated by the inventor of
carying out bis of her invenilon.

{41y For ench rejection under 35 U.8.C. 112, sscond pasegruph,
the asgument sisall spacify the errors inthe rejection and bow the claims
pesticulasly point out end distinetly clalm the subject metter which
applicant segerds as the invention,

(lify For each sejection under 35 U.9.C. 102, the ergument ehall
specify (e ervors in the rejection end why the rejected claims ere
patentable under 3§ U.S.C. 102, including any specific limitatione in
the rejected cleims which ere ot described in the prior et relied upon
in the sejection,

(iv) For esch refection under 38 U.9.C. 103, the exgument shall
specify the efrors in the rejection end.if appropeiats, the specific
limitations in the rejected claims which are not described in the prios
ast reliod on in the rejecton, and oball explain bow such limitations
render the claimed subject metter unobvious over tse prios ast, If the
rejection is based upon 8 combination of references, the wgument sball
explein why the references, taken a8 6 whole, do not suggest the
claimed subject matter, and shell include, es mey be eppropriste, an
explanation of why features disclosed in one sefersnce may not

Rov. 14, Nov. 1992

MANUAL OF PATENT EXAMINING PROCEDURE

properly be combined with features discloeed in enother reference. A
general esgument (hat all the Umitations are not described In a single
reference doss oot setisfy the regquiremonts of this peragraph.

(v) For eny rejection other then those referred to in paragraphs
(eX6)1) o (iv) of tis saction, the ergument ehall specify the errots in
the rejection end the specific limitations in the rejected claims, if
appeopriats, or other fessons, which cauge the rejection (o be in ervor.

(7) Appendix. An sppendix containing & copy of the claims
invoived in the eppaal.

(4) 1f @ brief is filed which does net comply with all ths require-
ments of paragraph () of this section, the appellant will be notified of
the reasons for non-compliance end provided with a period of one
month within which to file sn emended brlef. If the eppellant does not
fils en amended brief *»dusing< the ene month period, or files en
amended brief which dose not overcome el the reesons for non-
compliance statad in the notification, the eppesl will be dismissed. Any
srguments of euthoritdes not included in the brief may be refused
consideration by the Board of Petent Appeals and Interferences.

153 FR 23732, Juse 23, 1988, effoctive Sept, 12, 1986)

Where the brief is not filed, but within the period allowed for
filing the brief an amendment is presented which places the case
in conditlon for allowance, the amendment may be entered since
the application retains its pending status during said period,
Amendments should not be included in the appeal briefs.
Amendments should be filed as separate papers. See MPEP §*
1207, »>§< 1215.01 and >§< 1215.02,

TIME FOR FILING APPEAL BRIEF

37 CFR 1.192(a) provides two months from the date of the
Notice of Appeal for the patent owner (o file an appeal brief in
sreexamination proceeding. Ina reexamination proceeding, the
time period can be extended only under the provisions of 37
CFR 1.550(c). See also MPEP § 2274,

The usual period of time in which appellant must file bis or
ber belef is two months from the date of appeal. However, 37
CFR 1.192(a) aliernatively permits the brief to be filed “within
the time allowed for response (o the action appealed from, if
such time is later *, These time periods may be exiended undes
37 CFR 1.136(s), and if 37 CFR 1.136(a) has been exhausted,
37 CFR 1.136(b).

In the event that the appellant finds that be or she is unable
to file a beief within the time allotted by the rules, be os she may
file s petition, with fee, 1o the examining group, requesting
addidonal dme under 37 CFR 1.136(s). Additional time in
excess of four months will not be granted unless extraordinary
circumstances ase involved under 37 CFR 1.136(b). The time
extended is added to the calendar day of the original period, as
opposed to being added to the day it would have been due when
said last day s & Saturday, Sunday or Federal holiday,

If afier an appeal bas been filed, but prior to the date for
submitting a brief, en interference Is declared, appeliant's brief
need not be filed while the interference is pending, unless the
examiner-in-chief hag consented 1o prosecution of the applica-
tion concurrently with the interference. See MPEP § 23185,
Absent such concurrent prosecution, the examiner may, afier
the intesference has terminated and the files have been returned
to him or her, (1) set & two-month period for filing the beief, or
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(2) withdraw the final rejection of the appealed claims in order
to enter en edditional rejection on a ground arising out of the
interference. See for example MPEP §* 1109.02 and >§<
2363.03. Also, if the appellant was the losing party in the
interference, claims which were designated as corresponding to
the lost count or counts will siand finally disposed of under 37
CFR 1.265 or 1.663.

When an application is revived after abandonment for
failure on the part of the appellant to take appropriate action after
final rejection, and the petition to revive was accompanied by a
" Notice of Appeal, appellant has two months, from the mailing

date of the Commissioner's affirmative decision on the petition,
in which to file the appeal brief.

With the exception of the institution of an interfesence or
suggestion and timely copying of claims for an interference, the
appeal ordinarily will be dismissed if the brief is not filed within
the period provided by 37 CFR 1.192(g) or within such addi-
tional time as may be properly extended.

Atention is direcied (o the fact that a brief must be filed tw

. preserve appellant’s right to the appealed claims, notwithstand-
ing circumstances such as:

(1) the possibility or imminence of an interference involv-
ing the subject application, butnot resulting in withdrawal of the
final rejection prior to the brief’s due date;

(2) the filing of a petition for supervisory action under 37
CFR 1.181;

(3) the filing of an amendment, even if it is one which the
examiner previously has indicated may place one or more
claimsincondition for allowance, unless the examiner, inacting
on the amendment, disposes of all issues on appeal;

(4) the recelpt of a letier from the examiner stating (hat
prosecution is suspended, without the examiner either with-
drawing the final rejection from which eppeal bas been taken,
instiouting an interference with the subject application or sug-
gesting claims for an interference,

Although failure to file the brief within the permissible ime
will result in dismissal of the appeal, if any claims stand
allowed, the application does not become abandoned by the
dismissal, but is retumed (o the examiner for action on the
allowed claims, See MPEP § 1215.04. If there are no allowed
claims, the case is abandoned as of the date the beief was due.
Claims which have been objected to as dependent from a
rejected claim do not stand allowed, In & reexamination pro-
ceeding failuse to file the brief will result in the issuance of the
certificate under 37 CFR 1.570,

If the time for filing a brief has passed and the application has
consequently become abandoned, the applicant may petition o
revive the application, as in other cases of abandonment, and to
reingtate the appeal; if the appeal is dismissed, but the applica-
tion is not abandoned, the petition would be (o reinstate the
claims and the appeal, but 8 showing equivalent to that in a
petition (o revive under 37 CFR 1.137 is required, See MPEP §
1215.04. In either event, a proper brief must be filed before the
petition will be considesed on its merits,

Where the dismissal of the appeal is believed to be a mistake
resulting from inadverience, filing a petition, pointing out the
error, may be sufficient,

1200- §
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A fee under 37 CFR 1.17(f) is required when the brief is
filed. 37 CFR 1.192(a) requires the submission of three copies
of the appeal brief.

APPEAL BRIEF CONTENT

The brief, as well as every other peper relating to an appeal,
should indicate the number of the examining group to which the
application or patent under reexamination is assigned and the
serial number. When the brief is received, it is forwarded to the
group where itis entered in the file, and refesred to the examiner.

Appellants are reminded that their briefs in appealed cases
must be responsive to every ground of rejection stated by the
examiner, including new grounds stated in his or ber answer.

Where an appellant fails to respond by way of brief or reply
brief to any ground of rejection, appellant shall be notified by
the examiner that be or she is allowed one month to correct the
defect by filing a supplemental brief, Oral argument atabearing
will not remedy such deficiency of a brief, The fact that
appeliant may consider a ground to be clearly improper does not
justify a failure to point out to the Board the reasons for that
belief. '

The mere filing of any paper whatever entitled as a brief
cannot necessarily be considered a compliance with 37 CFR
1.192. The rule requires that the brief must set forth the authori-
ties and arguments relied upon**, Since it is essential that the
Board should be provided with a brief fully stating the position
of the appeliant with respect to each issue involved in the appeal
g0 that no search of the record is required in order to determine
that position, 37 CFR 1.192(c) now requires that the brief
contain specific items, as discussed below.

A distinction must be made between the lack of any argu-
ment and the presentation of arguments which casry no convic-
tion. In the former case dismissal is in order, while in the lagter
case a decision on the merits is made, although it may well be
merely an affirmance based on the grounds relied on by the
examiner,

Appellant must traverse every ground of rejection set forth
in the final rejection. Oral argument at the hearing will not
remedy such a deficiency in the brief. Ignoring or acquiescing
in any rejection, even one based upon formal matters which
could be cured by subsequent amendment, will invite a dis-
missal of the appeal as to the claims affected. If this involves all
of the claims, the proceedings in the case are considered termi-
nated as of the date of the dismissal, Accordingly, any applica-
tion filed thereafier will not be copending with the application
on appeal. If in bis or her brief, appellant relics on some
geference, be or she is expected (o provide the Board with at least
one copy of it

The specific items required by 37 CFR 1.192(c) are:

(1) Statns of Claims A swatement of the status of all the
claims in the application, or patent under reexamination, i.e., for
each claim in the case, appellant must state whether it is
cancelled, allowed, rejected, etc. Each claim on appeal must be
identified.
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(2) Status of Amendments A statement of the stats of any
amendment filed subsequent to final rejection, i.e., whether or

not the amendment has been acted upon by the examiner, end if
s0, whether it was entered, denied entry, or entered in part. This
statement should be of the status of the amendment as under-
stood by the appellant.

Items (1) and (2) are included in 37 CFR 1.192(c) to avoid
confusion as to which claims are on appeal, and the precise
wording of those claims, particularly where the appellant has
sought to amend claims after final rejection. The inclusion of
items (1)and (2) in the beief will advise the examiner of what the
appellant considers the statms of the claims and post-final
rejection amendments to be, allowing any disagreement on
these questions to be resolved before the appeal is taken up for
decision by the Board.

(3) Summagy of Invention A concise explanation of the
invention defined in the claims involved in the appeal. This

explanation is required to refer to the specification by page and
line number, and, if there is a drawing, o the drawing by
reference characters. Where applicable, it is preferable to read
the appealed claims on the specification and any drawing, While
reference to page and line of the specification may requise
somewhat more detail than simply summarizing the invention,
it is considered important to enable the Board to more quickly
determine where (he claimed subject matter Is described in the
application, Since the claims are read in light of the disclosure,
compliance with this requirement does not limit the claims.

4) Issues A corcise statement of the issues presented for
review. Each stated issue should correspond (0 @ separate
ground of rejection which eppellant wishes the Board of Patent
Appeals and Interferences to review, While the statement of the
issues must be concise, it should not be 8o concise as to omit the
basis of each issue. For example, the statement of an issue as
“Whether claims 1 and 2 are unpatentable” would not comply
with 37 CFR 1.192(cX4). Ratber, the basis of the alleged
unpatentability would bave (o be stated, e.g., “Whether claims
1and 2 are unpatentable under 35 U.S.C. 103 over Smith in view
of Jones", or “Whether claims 1 and 2 are unpatentable under 35
U.S.C. 112, first pasagraph, as being based on & non-enabling
disclosure.,” The statement would be limited (o the issues
presented, and should not include any argument conceming the
merits of those issues,

(5) Grouping.of Claims 1f an appealed ground of rejection
applies 1 more than one claim and appellant considers the
rejected claims to be separately patentable, 37 CFR 1.192(cX %)
requires appeliant (o state that the claims do not stand or fall
together, and (o present in the appeopriate part or parts of the
argument under 37 CFR 1.192(c)(6) the reasons why they ase
considered separately patentable, The absence of such a state-
ment >and argument< will be taken by the Patent and Trade-
mark Office as a concession by the applicant that, if the ground
of rejection were sustained as (o any one of the rejecied claims,
it will be equally applicable to all of them, 37 CFR 1.192(c)X($)
is consistent with the practice of the Court of Appeals for the
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Federal Circuit indicated in such cases as In re Sernaker, 702
F.2d 989,217USPQ 1 (Fed. Cir. 1983), and In re King, 801 F.2d
1324, 231 USPQ 136 (Fed. Cir. 1986). 37 CFR 1.192(cXS)
requires the inclusion of “reasons” in oeder to avoid unsup-
ported assertions of separate patentability. The reasons may be
included in the appropriste portion of the “ Argument” section of
the beief. For example, if claims 1 to 4 are rejected under 35
U.S.C. 102 and appellant considers claim 4 to be separately
patentable from claims 1 to 3, be or she should so state in the
“Grouping of claims” section of the brief, and then give the
reasons for separate patentability in the 3§ U.S.C. 102 portion
of the “Argument” section (i.e., under 37 CFR 1.192(c)(6)(iii)).

(6) Argument The appellant’s contentions with respect to
each of the issues pregented for review in 37 CFR 1.192(c)(4),
and the basis for those contentions, including citations of
authorities, statutes, and parts of the record relied on should be
presented in this section,

Included in this paragraph are five subparagraphs, (i) to (v).
Subparagraphs (i) to (iv) concern the grounds of rejection most
commonly involvedin ex parte appeals, namely, 35 U.8.C. 112,
first and second paragraphs, 35 U.S.C. 102, and 3§ U.S.C. 103.
Subparagraph (v) is a general provision concerning grounds of
rejection not covered by subparagraphs (i) to (iv).

The puspose of subparagraphs (i) to (iv) is to insure that the
appellant’s argument concerning each appealed ground of re-
jection will include a discussion of the questions relevant 1o that
ground, It is believed that compliance with the requirements of
the particular subparagraphs which are pertinent to the grounds
of rejection involved in an appeal will be beneficial both (o the
Patent and Trademark Office and appellants, It will not only
factlitate a decision by the Board of Patent Appeals and Interfes-
ences by enabling the Board to determine more quickly and
precisely the appellant’s position on the relevant issves, but also
will belp appeliants o focus their arguments on those issues.

For each rejection not falling under subparagraphs (i) to (iv),
subparagrapb (v) provides that the argument should specify the
specific limitations in the rejected claims, if appropriate, or
other reasons, which cause the rejection 1o be in error, This
language recognizes that for some grounds of rejection, it may
not be necessary o specify perdcular claim limitations; for
example, a rejection under 35 U.S.C. 101, as in Ex parte
Hibberd, 227 USPQ 443 (BPAI 1985)%¥,

(7) Appendis An appendix containing a copy of the claims
involved in the appeal,

The copy of the claims required in the brief Appendix by 37
CFR 1.192(c)(7) should be a clean copy and should not include
any beackets or underlining as required by 37 CFR 1.121(b).

For sake of convenience, the copy of the claims involved
should be double spaced >and the appendix should start on &
new page<,

37 CFR 1.192(c) merely specifies the minimum require-
menis for abrief, and does not prohibit the inclusion of any other
material which an appellant may consider necessary or desire
able. For example, a list of seferences, table of contents, table of
cases, elc. A briefis in compliance with 37 CFR 1.192(c)as long
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as it includes items (1) to (7) in the order set fosth (with the
appendix, item (7) at the end).

REVIEW OF BRIEF BY EXAMINER

37 CFR 1.192(d) provides that if a brief is filed which does
not comply with all the requirements of paragraph (c), the
appellant will be notified of the reasons for non-compliance and
given a one month time limit within which to file an amended
brief. The appeal will be dismissed if the appellant does not
- timely file an amended brief, or files an amended brief which

does not overcome all the reasons for non-compliance of which
appellant was notified. An amended brief is tmely if filed
within the one month time limit or within any extension of the
original period o file the brief.
>It should be noted that 37 CFR 1.192(cXS) requires the
appellant to perform two affirmative acts in bis brief in order to
bave the sepasate patentability of a plurality of claims subject to
the same rejection considered, The appelisnt must (1) state that
. theclaims do not stand or fall together gpd (2) present arguments
why the claims subject to the same rejecton are separately
patentable. Where the appellant does neither, the claims will be
treated as standing or falling together, Where, howeves, the
appellant (i) omits the statement required by 37 CFR 1.152(cX(5)
yet presents arguments in the argument section of the brief or (i)
includes the statement required by 37 CFR 1.192(c)(5) to the
effect that one or more claims do not stand or fall together (i.e.,
that they are separately patentable) yet does not offer argument
in support thereof in the argument section of the brief, the
appeliant shou'd be notified of the non-compliance as per 37
CFR 1.192(d). Exparte Schier, 21 USPQ 24 1016 (Bd. Pat. App.
& Int. 1991); Ex parte Ohsumi, 21 USPQ2d 1020 (Bd. Pat. App.
& Int, 1991).<
The question of whether 8 brief complies with a rule is 2
matter within the jurisdiction of the examiner. Under 37 CFR
1.192(d), the appeliant may file an amended brief (0 correct any
deficiencies in the original beief, Moreover, if appellant dig-
agrees with the examiner’s holding of non-compliance, a peti-
tion under 37 CFR 1.181 may be filed.
*337 CFR 1.192<(d) also contains the following sentence:

“Any srgument or suthorities not included in the brisf may be
refused consideretion by the Board of Patent Appesls and Interfer-
onces.”

This sentence emphasizes that all arguments and authorities
which a appellant wishes the Board to consider should be
included in the brief. It should be noted that arguments not
presented in the beief and made for the first tme at the oral
hearing arenot normally entitled to consideration, In re Chiddix,
200 USPQ 78 (*sCommn's Pat.< 1980); Rosenblumv, Hiroshima,
220 USPQ 383 (*sComm'r Pat.< 1983),

37 CFR 1.192(d) is not intended to preciude the filing of a
supplemental paper if & new argument or authosity should
become available or relevant after the brief was filed, The word
“may" is used (o leave open the possibility that the Board bas
leeway to consider arguments or authorities not included in the
brief under circumstances where the fallure to include them can
be justified, Examples of such clrcumstances would be whese a
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pertinent decision of a coust or other tribunal was not published
until afier the brief was filed, or where a particular argument or
anthority was not applicable to any of the grounds of rejection
in the final rejection, but wasrelevant to anew pointof argument
raised in the examiner’s answer.

Once the brief bas been filed, a petition to suspend proceed-
ings may be consiGered on its merits, but will be granted only in
exceptional cases, such as where the writing of the examiner’s
answer would be fruitless or the procesdings would work a
bardship on the appellant.

For reply beief sece >SMPEP< § 1208.03.

Form Paragraphs 12.08-12.17 should be used in letters
concerning the appeal brief.

§ 12.08 Apped dismissed — fee unpaid, no allowed claims

Toe eppeal under 37 CFR 1.191 is dismissed beceuse the fee for
filing the Brief, es required vnder 37 CFR 1.17(f), wes not submitied
or timely submitiad and the period for obtaining an extension of time
to file the brief under 37 CFR 1.136 hes expised,

As & result of thie dismiseal, the epplication is ABANDONED
sines there ere no allowed cleims.

Ezeminer Note:

Claime which bave been indicated as containing allowable subject
matier but are objecied to es being dependent upoa a rejecied eleim are
to be considered as if they were rejected. See MPEP § 1215.04.

¥ 12.09 Appedl dismissed — fee unpaid, allowed claims

The appeal under 37 CFR 1.191 is dismissed because the fee for
filing the Briof, as required under 37 CFR 1.17(f), was not submitted
or tmely submitied and the period for oblaining en estension of time
to fils the brief under 37 CFR 1.136 bes expired.

As 8 result of this dismissel, the spplication will be fusther
proceased by the examiner since it contains allowed claims. Prosscu-
tion on the merits remains CLOSED.

Ezaminer Note:

Cleims which have been indicated s containing allowable subject
matter but are objected to as being dependent upon e rejected cleim ase
to be considered as if they were rejected. See MPEP § 1215.04.

§ 12.09.1 Appeal dismissed - allowed claims, formal matiers remain-
ing

In view of spplicent’s fallure to filo o brief within the time
prescribed by 37 CFR 1.192, the eppes! stands dismissed and the
procesdings 8s to the rejected cleims are considered terminated. Ses 37
CFR 1.19%().

This application will be passed to issue on allowed claim(s) [1)
provided the following formal matters are corrected. Prosscution is
otherwise closed.

(2).

Applicent is requized to make the necessary corrections within &
shortened statutory period set 1o expire ONE MONTH from the
melling date of this fatier.

Esominer Note:
This peragreph should only be used If the formal maters cannot be
bendled by enamines’s amendment. Ses MPEP »§< 1215.04.
Claims which heve been indiceted as containing allowable subject
matter but are objectod to s being dependent upon arejected claim ase
io be constdered as if they were rejected, See MPEP § 1215.04.
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§ 12.10 Extension to file brigf — granted

The request for an extension of time under 37 CFR 1.136(b) for
filing the Appes! Brief under 37 CFR 1.192 filed on [1) bas been
approved for [2].

Examiner Note:
This paregreph should only be used when 37 CFR 1.136(a) is not
available or has been exhausiad, such 2 in litigation reissuss.

§ 12,11 Extension to fils brief = denied

The reguest for &n extension of time under 37 CFR 1.136(b) for
filing the Appedl Brief under 37 CFR 1.192 filed on [1) bas been
disspproved because no sufficient cause for the extension bas been
shown.

Ezamlner Note:
This paragraph should only be used when 37 CFR 1.136(a) is not
available or bas besn exbeustad, such ez in litigation reissuss.

§12.12 Brief defective - unsigned

The eppeal brief filed on (1] is defective beceuse it is unsigned. A
gatification properly eigned is required.

APPLICANTISREQUIRED TOMAKE THE PROPER RATTFI-
CATION WITHIN A TIME LIMIT OF ONE MONTH FROM THE
DATE OF THIS LETTER OR WITHIN TWO MONTHS FROM THE
DATE OF THE NOTICE OF APPBAL OR WITHIN THE TIME
ALLOWEDFOR RESPONSETOTHE ACTION AFPEALED FROM,
WHICHEVER IS LONGER, TO AVOID DISMISSAL OF THE
APPEAL. RO EXTENSION OF THIS ONE MONTH TIME LIMIT
MAY BE GRANTED UNDER EITHER 37 CFR 1.136 (e) OR (b),
BUT THE TWO MONTH PERIOD FOR FILING THE BRIEF MAY
BE EXTENDED TO A MAXIMUM OF SIX MONTHS.

§12.13 Brief dafective = three copies lacking

The Appeal Brief filed on [1) is defective becsuse the three coples
of the Brief requized vader 37 CFR 1.192(s) bave not been submitted.

APPLICANT IS REQUIRED TO SUPPLY THE NECESSARY
COPIES WITHIN A TIME LIMIT OF ONE MONTH FROM THE
DATEOP THIS LETTER OR WITHIN TWO MONTHS FROM THE
DATE OF THE NOTICE OF APPEAL OR WITHIN THE TIME
ALLOWEDFOR RESPONSETOTHE ACTION AFPEALEDFROM,
WHICHEVER IS LONGER, TO AVOID DISMISSAL OF THE
APPEAL. NO BXTENSION OF THIS ONE MONTH TIME LBMIT
MAY BE GRANTED UNDER EITHER 37 CFR 1.136 () OR (b),
BUT THE TWO MONTH PERIOD FOR FILING THE BRIEF MAY
BE EXTENDED TO A MAXIMUM OF SD{ MONTHS.

§ 12.16 Brief unaccapiable - fee unpaid

mAppealBﬁdﬁkdon[l]hunmmthunmm
required under 37 CFR 1.17(f) wes not timely filed, This applicetion
will become abandoned unless obtaing en extonsion of time
under 37 CFR 1.136(s) to file the Appeal Brief. The dets on which the
Brief, the fee for filing the Brief, the petition under 37 CFR 1.136(a),
and the petition fee ese filed will be the date of the response and elso the
date for determining the period of exiension end the corresponding
amount of tse fee, In no case may &n applicant obtain an extension for
more than four months under 37 CFR 1,136(a), beyond the two month
period originally set fos filing the Brief.

§12.17 Brisf unacceptable - not timsly filed

The Appeal Brief filed on {1) is unscceptable becauss it wes filed
afier the expiration of the requised period for response.

This epplicstion will become sbandoned unless applicant obtains
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en extension of time under 37 CFR 1.136(e). The date oa which the
Brief, the foe for filing the Brief, the petitlon under 37 CFR 1.136(s),
and the petition fee are filed will be the date of the response and also the
dats for detsrmining the period of extension ead the corresponding
amount of the fee. In no case may an epplicant obtain an extension for
more than four months uader 37 CFR 1.136(a) beyond the two months
originally set for filing the appesl brief.

A form suitable for noting non-compliance with 37 CFR
1.192(c)

§ 12.69 Heading for Notice under 37 CFR 1.193(c)
NOTIFICATION OF NON-COMPLIANCE WITH THE
REQUIREMENTS OF 37 CFR 1.19%(¢)

Ezamizer Note:
Use form PTOL-90 and follow with cne or more of form pare-
graphs 12.70 -12.77 end conclude with paregreph 12.78.

§12.70 Missing section headings

The brief does not contain the iteme of the brief required by 37 CFR
1.192(c) under the eppropeiate heedings and/or in the order indicated.
(1)

Ezaminer Note:
In brecket | insert an indication of the missing beudinge or errors
in the order of items

§12.71 Defect in statemens of sicaus of clalms

The brief doss notcontain & statement of the status of all tnocll.inu.
pending or cancelled, end identify the claims appealed es required by
37 CFR 1.192(e)1). 1)

Examiner Noto:
In bracket 1 insert en indication of the missing claim status
information,

§ 12.72 Defect in statemant of status of amendmens filad after final
rejection

The brief dose not contain o statwment of the statvs of an emend-
mant filed subsequent to the final rejection s requised by 37 CFR
1.182(c)2). [1]

Ezaminer Note:
In bracket 1 insert en indication of the amendment of which the
status is migsing,

§12.73 Dafecs in explanation of the invention

The brief does not contain & concise explanation of the invention
defined in the clelms involved in the appeal, which refess to the
specification by page end line number, end to the drawing, if eny, by
reference charectere as required by 37 CFR 1.192(c)(3).[1)

Ezeminer Note:
In bracket § insert an indication of the missing explanation.

§12.74 Defect in stasement of the issues
‘The brief does not conialn & concise eistsment of the issves
presented for review as reguired by 37 CFR 1.192(c}(4). [1]

Ezaminer Note:
In brecket [1] insert an indication of the missing concise statement
of the {ssues presented for review,
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§ 12.76 Defects in the arguments of the appellant

The brisf doses not contain erguments of the sppellant with respect
to each of the issues pressnted for review in 37 CFR 1.192(c)(4), and
the basis therefor, with citations of the authorities, statutes, end parts of
the record relied oo #s required by 37 CFR 1.199(c)6).

Ezeminer Note:
Include ons or more of forn peregraphs 12.76.1 - 12.76.6 which

epply.

§12.76.1 Separate heading for each issue
) Eech issue should be tzested under o separate beeding.

§12.76.2 Defectin § 112, first paragraph rejection argument

‘The brief does not contain for eech rejection under 35 U.S.C. 112,
firet pasegraph, an ssgument which specifiss the ervors in the rejection
and how the first paragraph of 35 U.S.C. 112 is complied with,
including bow the epecification and deawings, if eny, [1].

Examiner Note:
In bracket 1 insest the following wording which is eppropriate:

(&) “describe the subject matier defined by each of the rejected
claims"

(B) “ensble any person ekilled in the ast to maks end vse the
subject mastter defined by each of the rejected claims”

(C) “set forth the best mode contempleted by the inventor of
cezrying out his or ber invention”

§12.76.3 Defect in § 113, second paragraph refaction argument

The beisf does not contain for each rejection undsr 3§ U.S.C. 112,
second peregreph, en argument which specifies the esroes in the
rejection and how the clelms pardeularly pointout and distinetly claim
the subject matter which epplicant segerds as the invention.

§12.76.4 Dafoct in § 102 vafection argumens

‘The brief does not contain for each rejection under 35 U.S.C, 102,
an ezgument which specifies the errors in the rejection and why the
fejected claims ere patentable under 35 U.S.C. 102, including eny
specific limitations in the rejected claims which erenot described in the

prior st selisd upon in the rejection,

Ezaminer Note:
Specify claim(s) for which ne esgument of esror wes specified.

§12.76.5 Defect in § 103 rejoction argument

The brisf does not contaln for each rejection under 35 U.S.C. 103,
on eegument which specifies the errore in the vejection and, If
sppropriste, the specific Hmitations in the rejected claims which ere not
described in the prioe et relied on in the rejection, end en explanstion
bow such limitations render (he claimed subject matier unobvious over
the prior art. If the rejection is based upon a combinetion of references,
the ergument must explain why the references, taken as ¢ whols, do not
suggest the cleimed subject matier, and shell include, as may be
appropeiets, an explanetion of why featuses disclosed in one reference
may not propezly be combined with festuges disclosed in enother
reference. A general ergument that all the limitations are not described
in & single reference does not satlsfy the requirements of 37 CFR
1.192(c)(6X)iv).

Examiser Note:
Specify clalm(e) for which no esgument of ervor was specified.

§12.76.6 For any refection other than those referved o in paragraphs
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(eN6)i) to (iv) of 37 CFR 1.192 for which no argwment of error was

specified.

The belef does not contain en egument which epecifies the errors
in the rejection end the epecific limitations in the rejected cleims, if
appropriats, or other reasone, which cause the rejection to be in error,

Ezaminer Note:
Specify claim({e) for which no ergument of error was specified.

§12.77 No copy of appedled claims in Appenlixz
The brief does not contain & copy of tie claims involved in the

appeel in the Appendix.

§ 12.78 Period for response undar 37 CFR 1.19¢(d)

Appellant is reguired to comply with the provisions of 37 CFR
1.192(c). ** Appallant is given & TIME LIMIT of ONE MONTH from
the dats of this letier o any time remaining in the period under 37 CFR
1.192(s) for filing e new complete brief, If @ new brief that fully
complies with 37 CFR 1.192(c) is not timely submitted, the eppeel will
be dismissed e of (e date of enpiration of the period provided by 37
CFR 1.192(2). No extensioa of this one month time limit may be
obtained under either 37 CFR 1.136(a) or (b) but the criginal two-
month period under 37 CFR 1.192(a) for filing the brief may be
extended under 37 CFR 1.136(e) upto eix months from the dats of the
Notice of Appeel.

Exeminer Note:

This peregraph has limited application. To notify sppellant of non-
compliance with 37 CFR 1.192(c) examiner must use formn PTOL 462,

1207 Amendment Filed With or After Appeal
[R-9)

To expedite the resolution of cases under final rejection, an
amendment filed at any time afier final rejection but before an
appeal brief is filed, may be entered upon or afier filing of an
appeal provided (he total effect of the amendment is to (1)
remove issues from appeal, and/or (2) adopt examiner sugges-
tions, Of course, if the amendment necessitates & new search,
raises the issue of new matier, presents additional claims with-
out canceliing acorresponding numberof finally rejected claims,
or otherwise introduces mew issues, it will not be entered,
Examinees must respond to all non-entered amendments aftes
final rejection, and indicate the status of each claim of record or
proposed, including the designation of claims that would be
entered on the filing of an appeal if filed in a separate paper. It
should be noted that an amendment placing a case in condition
for allowance will be enterable by the examiner at any siage
prior to forwarding the answes on appeal, Except where an
amendment merely cancels claims and/or adopts examiner
suggestions, removes issues from appeal, or in some other way
requises only & cursory review by the examiner, compliance
with the requirement of a showing under 37 CFR 1.116(b) will
be expecied of all amendments after final rejection,

If after appeal has been taken, a paper is presented which on
its face cleasly places the application in condition for allowance,
such paper should be entered and a notice of allowability
(PTOL-327) or an examiner's amendment promptly sent 10
applicant,
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In accordance with the above, the brief must be directed
the claims and to the record of the case as they appeared at the
time of the appeal, but it may, of course, withdraw from
consideration on appeal any claims or issues as desired by
applicant.

A timely filed brief will be referred to the examiner for
consideration of its propriety as to the appeal issues and for
preparation of an examiner's answer if the brief is proper and the
application is not allowable. The examiner's answer may with-
draw the rejection of claims or any objection of requirement as
desired by the examiner. Note MPEP § 1208.02. No new ground
ofrejection or objection should be incorporated in the examiner's
answer without express approval in each case by the supervi-
sory primary examiner. See MPEP § 1002.02(dX3) and MPEP
§ 1208.01. See MPEP § 714.13 for procedure on bandling
amendments filed afier final action and before appeal.

Note that 37 CFR 1.192(c)(2) requires a statement as ¢o the
status of any amendment filed subsequent to the final rejection,
MPEP § 1206.

1208 Examiner’s Answer [R-14]

37 CFR 1.193. Examinsr's answer.

(2) The peimary examiner may, within such time 2 may be
directed by the Commissioner, furnish & written statement in answee 1
the appellant's briefl including such explanstion of the invention
claimed and of the seferences and grounds of rejection @8 may be
necessesy, supplying 8 copy to the appellant. If the primary examiner
sball find thet the eppesl s not reguler in form or does not relats to an
appesleble ection, he shall so etate and e petition from such decision
may be taken to the C~mmissioner &3 provided in § 1.181.

(b) The eppellant may file o reply brief directed only to such new
points of argument e may be relsed in the examiner's answer, within
one month from the dats of such snswer. The new points of ergument
shall be spocificelly identified in the reply brief. If the exeminer
detesmines that the seply brief is not directed only to new points of
asgument raised in the examines’s enswer, the examiner may refuse
enisy of the reply brief and will so notify the eppsilent. If the exumines’s
answer states & new ground of rejection appellant mey file & reply
thereio within two months from the date of such enswer; such reply mey
be eccompenied by any amendment or materia) appropriate (o the new
ground.

L 1]

[Pase. (c) deleted, §7 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992)

APPEAL CONFERENCE

Appealed cases in which the brief has been filed may be
reviewed by conference in the group, those participating being
(1) aprimary examiner, (2) the examiner charged with prepara-
tion of the examiner' s answer and (3) another examines, known
as the conferee, having sufficient experience to be of assistance
in the consideration of the merits of the issues on appeal.

Non-examining ime is allowed for all examiners participat-
ing in an appeal conference, This includes the examiner whose
application or reexamination proceeding is being reviewed
during the confesence.

The group director has the discretion as 1 whether o not
appeal conferences are necessary in the examining group and, if
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50, in which instances they are (o be beld. If an appeal confer-
ence is held, the SPE should be informed thereof.

If aconference is held, the primary examiner responsible for
signing the examines's answer should weigh the arguments of
the other examiners but it is his or ber responsibility to make the
final decision. During the conference, consideration should be
given to the possibility of dropping cumulative art rejections
and eliminating technical rejections of doubtful value.

On the examiner's answer, the third person (conferee)
should place his or ber initials below those of the examiner who
prepared the answer, thus: ABC (conf.). This does not indicate,
necessarily, concurrence with the position taken in the answer.

If the examiner charged with the responsibility of preparing
the answer reaches the conclusion that the appeal should not be
forwarded and the primary examiner approves, no conference is
beld.

Before preparing the answer, the examiner should make
certain that all amendments approved for entry have in factbeen
physically entered. The clerk of the board will return to the
group any application in which approved amendments bave not
been entered.

ANSWER

The examiner should furnish the appellant with a written
statement in answer (0 the appellant’s brief within 2 months
after the filing of the brief,

The answer should contain a response to the allegations or
arguments in the brief and should call attention to any efrors in
appellant's copy of the claims, Grounds of rejection not argued
in the examiner's answer are usually treated as having been
dropped, but may be considered by the Board if it desires to do
go. The examiner should wreat affidavits, declarations orexhibits
in accordance with 37 CFR 1.195, reporting bis or her conclu-
sions only on those admitied. Any affidavits or declarations in
the file swearing behind a patent should be clearly identified by
the examiner as being considered under either 37 CFR 1.1310¢ -
37 CFR 1.608(b). The distinction is impontant since the Board
will usually consider boldings on 37 CFR 1.131 affidavits or
declarations but not boldings on 37 CFR 1.608(b) affidavits or
declarations in appeal cases.

If the brief fails to respond to any or all grounds of rejection
advanced by the examiner, or comply with 37 CFR 1.192(c), the
indicated procedure for handling such briefs set forth in MPEP
§ 1206 under “Appeal Brief Content” should be followed.

Because of the practice of the Patent and Trademask Office
in entering amendments after final action under justifiable
circumstances for purposes of appeal, many cases coming
before the Board foe consideration contain claims which are not
the claims treated in the examines's final rejection. They are
either entirely new claims or amended versions of the finally
rejected claims o both, The new claims or finally rejected
claims, as amended, frequently contain limitations not in the
claims treated in the final rejection and the arguments in the
eppeliant’s brief are directed to the new claims. Under such
circumstances the mere reference in the examiner's answer (0
the final rejection for a statement of his or her position would
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leave the Board, insofar as the new claims are concerned, with
an uncrystallized issue and without the benefitof the examines’s
view, which complicates the task of rendering a decision.

It also frequently bappens that an examiner will state a
position in the answer in amanner thatrepresents ashift from the
position stated in the final rejection without indicating that the
last stated position supersedes the former. Such a situation
confuses the issue and likewise poses difficulties for the Board
since it is not clearexactly what the examiner’ sultimate position
is.

If there is a complete and thorough development of the
issues at the time of final rejection it is possible to save time in
preparing the examiner’s answer required by 37 CFR 1.193 by
taking any of the following steps:

A. Examiners may incogporate in the answer their statement
of the grounds of rejection merely by reference to the final
rejection (or a single other action on which it is based, MPEP §
706.07. Only those statements of grounds of rejection as appear
in a single prior action may be incorporated by reference. An

‘ examiner' s answer should notrefer, either directly or indirecty,
to more than one prior Office action. Statements of grounds of
rejection appearing in actions other than the aforementioned
single prior action should be guored in the answer, The page and
paragraph of the final action or other single prior action which
it is desired to incorporate by reference should be explicidy
identified. Of course, if the examiner feels that some further
explanation of the rejection is necessary heor she should include
itin the answer but ordinarily be or she may avoid another recital
of the issues and another elaboration of the grounds of rejection.
The answer saould also include any mecessary rebutial of
arguments presented in the appellant’s brief if the final action
does not adequately meet the arguments,

B. If the appellant fails to describe the invention, as required
by 37 CFR 1.192, the examiner is no longer required to provide
these omissions under 37 CFR 1.192(d). The examiner should,
however, clarify the description and explanation in the answer
if be or she feels it necessary to present propesly and effectively

his or her case to the Board.

The examiner should reevaluate his or ber position in the
light of the arguments presented in the brief, and should ex-
pressly withdraw any rejections not adbered to, especially if the
rejection was made in an action which is incorporated by
seference. This should be done even though any rejection not
repeated and discussed in the answer may be taken by (be Board
as having been withdrawn,

All comrespondence with the Boasd, whether by the exam-
iner or the appellant, must be on the recoed. No unpublished
decisions which are unavailable to the general public by reason
of 35 U.8.C. 122 can be cited by the examiner or the appellant
except that either the examiner or the appeliant bas the right to
cite an unpublished decision in an application having common
ownership with the application on appeal.

When files are forwarded, soft copies and prints of refer-
ences therein should remain in the file wrapper.

If 2n examiner’s answer is believed to contain a new inter-
pretation or application of the existing patent law, theexaminer's
answer, application file and an explanatory memorandum should
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be forwarded to the group director for consideration, see MPEP
§ 1003. If approved by the group director, the examiner’s
answer should be forwarded to the Office of the Assistant
Commissioner for Patents for final approval.

Briefs filed in cases where the notice of appeal was filed on
or afier September 12, 1988 must comply with amended 37 CFR
1.192 and all examiner's answers filed in response to such briefs
must comply with the guidelines set forth below.

The examiner’s answer is required to include, in the order
indicated, the following items:

(1) Status of claims. A statement of whether the examiner
agrees or disagrees with the statement of the status of claims
contained in the brief and a correct statement of the status of all
the claims pending or cancelled, if necessary. If the examines
considers that some or all of the finally rejected claims are
allowable, see MPEP § 1208.02.

(2) Statns of Amendments. A statement of whether the
examiner disagrees with the statement of the status of amend-
ments contained in the brief, and an explanation of any disagree-
ment.

(3) Summary of invention. A statement of whether the
examiner disagrees with the summary of invention contained in
the brief, an explanation of why the examiner disagrees, and a
correct suminary of invention, if necessary.

(4) Issues. A statement of whether the examiner disagrees
with the statement of the issues in the brief and an explanation
of why the examiner disagrees, including:

(i) Identification of any issues which are petitionable rather
than appealable, and

(ii) Identification of any issues or grounds of rejection on
appeal which the examiner no longer considers applicable.

(5) Grouping of Claims. A statement of whether the exam-
iner disagrees with any statement in the brief that certain claims
do not stand or fall together, and, if the examiner disagrees, an
explanation as to why those claims are not separately patent-
able.

(6)Claimsappealed. A statement of whether the copy of the
appealed claims contained in the appendix (o the brief is correct
and if not, a corvect copy of any incorrect claim.

(7) Beferencesofrecord. A listing of the references of record
relied on, and in the case of non-patent references, the relevant

page or pages.

@) New priozan. A statement of whether or not any new
prior art is being applied and a listing of each such prior ant
reference being cited for a new ground of rejection in the
examiner's answer, and in the case of non-patent prior art) the
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relevant page or pages.

(9) Grounds. of reiectiop. For each ground of rejection
applicable to the appealed claims, an explanation of the ground
of rejection, or reference (0 a final rejection of other single prior
action for a clear exposition of the rejection.

(i) For each rejection under 35 U.S.C. 112, first paragraph,
the examiner’s answer, or the single prior action, shall explain
bow the first paragraph of 35 U.S.C. 112 is not complied with,
including, as appropriate, how the specification and drawings,
if any, (a) do not describe the subject matter defined by each of
the rejected claims, (b) would not enable any person skilled in
the art to make and vse the subject mager defined by each of the
rejected claims without undue experimentation, and (c) do not
set forth the best mode contemplated by the appellant of carry-
ing out his or her invention.

(ii) For each rejection under 3§ U.S.C. 112, second para-
graph, the examiner's answer, or single prior action, shall
explain how the claims do not particulagly point out and dis-
tinctly claim the subject matter which applicant regards as the
invention.

(iii) For each rejection under 35 U.S.C. 102, the examines's
answer, or single prior action, shall explain why the rejected
claims are anticipated or not pateniable under 35 US.C. 102,
pointing out where all of the specific limitations recited in the
rejected claims are found in the prior art relied upon in the
rejection.

(iv) For each rejection under 35 U.S.C. 103, the examines's
answer, or single prior action,

shall state the ground of rejection and point out where each
of the specific limitations recited in the rejected claims is found
in the prior art relied on in the rejection,

shall identify any difference between the rejected claims
and the prior ast relied on and

shall explain bow and why the claimed subject matier is
rendered unpatentable over the prior ast. If the rejection is based
upon a combination of references, the examiner’s answer, or
single-prior action, shall explain the rationale for making the
combination.

(v) For each rejection under 35 U.S.C. 102 or 103 where
there are questions as to bow limitations in the claims corre-
spond to features in the prior art even afier the examiner
complies with the requirements of (9)(iii) and (iv) above, the
examiner shall compare at least one of the rejected claims
feature by feature with the prior artrelied on in the rejection. The
comparison shall align the language of the claim side by side
with a reference (o the specific page, line number, drawing
reference number and quotation from the prior art, as appropric
ate.

(vi) For each rejection, other than those referred o in
paragraphs (i) to (v) of this section, the examiner’s answer, of
single prior action, shall specifically explain the basis for the
particular rejection.

(10) New ground of rejection. A statement of whether or not
any new ground of rejection is being made in the examiner’s
answer and a complete statement and explanation of any such
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pew ground. The requirements of section (9) shall be complied
with for any new ground of rejection.

(11) Response to acgument. A statement of whether the
examiner disagrees with each of the contentions of appeliant in

the brief with respect o the issues presented and an explanation
of the reasons for disagreement with any such contention. If any
ground of rejection is not argued and responded o by appellant,
the response shall point out each claim affected.

(12) I-Hl‘i D Tesnon ‘ : I’
statement setting the period Tor appellam to file @ reply 1 any
new ground of rejection, if necessary.

A form suitable for the exanﬁner's answer is as follows:

§ 12.50 Heading for Examiner's Answer
EXAMINER’S ANSWER

‘This is in regponse to sppellant’s brief on appeal filed [1].

§12.51 Status of claims
(1) Stats of claims.

Examiner Note:
Follow § 12.51 with one or more of §§ 12.51.1 - 12.51.10.

§ 12.51.1 Agreement with siatement of status of claims
The statement of the status of claims conlained in the beief is
cogvect.

§ 12.51.2 Disagreemens with statemenrt of status of claims

The statement of the status of cleims contsined in the brief is
incorrect.

A correct statement of the gtatus of the clsims is 25 follows:

Examizner Note:

Indicate the area of disagreement and the reasons for the disagree-
ment.

One or more of §§ 12.51.3 - 12.51.10 must follow this peragraph.

§ 12.51.3 Claims on appeal
This appeal involves claim [1]

Ezamiser Note:

1. Inbracket 1, gl the claims still on appeel should be specified. Do
not list claims which are no longer rejected.

2.Also uge form paragraphs 12.51.4 - 12.51.6 when sppropriste (o
clasify the siatus of the claims on appeel that were incotrectly listed in
the brief.

§12.51.4 Status of claims on appeal - substituted
Claim {1] substituted for finally rejected claims.

Ezaminer Note:
All substituted claims on appeal must be identified if the brief
incorrectly lists any substituted claims.

§ 12.51.5 Stasus of claims on appeal - amended
Claim [1] amended subsequent to the final rejection.
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Exsminer Note:
Al claims amended after final rejection must be identified if the
brief incorrectly lists eny cleims emended after final rejection.

§ 12.51.6 Status of claims on appeal - substituted and amended
Claim [1] substituted for finslly rejected claims end claim [2]
amended subsequent o the finel rejection.

Ezsminer Note:
Al claims substituted or amended after final rejection must be
.identified if the briefincorrectly lists any claims substituted or amended
afiter final rejection.

§ 12.51.7 Claims allowed
Claim [1) allowed.

Exsminer Note:
All allowed claims must be identified if the brief incorrectly lists
eny allowed claims.

§12.51.8 Claims objected to

* Clsim [1] objected o as being dependent upon a rejected base
claim, but would be allowable if rewritten in independent form includ-
ing all of the limitetions of the base claim and any intervening claims.

Ezsminer Note:
All objectad to claims must be identified if the briefincorrectly lists
any cleims objected to.

§12.51.9 Claims withdrawn from consideration
Claim [1] withdsewn from considesation as not directed o the
elected [2].

Ezaminer Note:
All withdeewn clsims must be identified if the brief incorrectly lists
any withdrewn claims.

§12.51.10 Claims cancelled
Cleim {1] been cancelled.

Essmlaer Note:
= All cancelled clsims must be identified if the brief incorrectly lists
any cencelled claims.

§12.52 Stasus of Amendmenss.
(2) Status of Amendments After Final.

Examiner Note:
Identify status of sll amendments submitied efter final rejection.
Use one or more of §F 12.52.1 - 12.52.4, if eppropriste.

§12.52.1 Agreemens with appellant’s statement of the si@us of amend-
rents after final

The appellant’s statement of the status of amendments afier final
sejection contained in the beief is corvect.

§12.52.2 Disagreement with appellans’s staement of the status of
amendments after final

The appellant’s statement of the status of amendments after final
rejection contsined in the brief is incoect.

Essminer Note:
Form Paragrephe 12.52.3 and/or 12.52.4 must follow this pera-
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greph W explain the reasons for disegreeing with sppellant’s statement
of the etatus of the amendments

§12.52.3 Amendment after final entered
The amendment after final rejection filed on [1] bas been entered.

Ezeminer's Note:
In bracket [1) insest the date of any entered amendment.

§ 12.52.4¢ Amendment after final not entered
The amendment afier final rejection filed oa [1] has not been
entered.

Ezamiser's Note:
In beacket (1] insent the date of any emendment denied entry.

§12.52.5 No amendments giter final
No amendment efter final has been filed.

§ 12.53 Summary of invention
(3) Summary of invention.

Exsminer Note:
Follow § 12.53 with either§ 12.53.1 or § 12.53.2

§12.53.1 Agreement with the susmmary of invertion
The summery of invention contained in the brief is correct.

§12.53.2 Disagreement with the summary of invention
The summeasy of invention countsined in the brief is deficient
because [1].

Ezaminer Note:

In beacket | 1) explain the deficicncy of the appellent's sumumery of
the invention. Include & correct summary of the invention if necessary
for & cleer understeanding of the claimed invention.

§ 12.54 [ssues
(4) Insnes.

Ezsminer Note:
Follow § 12.54 with §12.54.1, §12.54.2, 0r 12.54.3.

§ 12.54.1 Agreement with appellans’s siatement of the issues
The appellant’s statement of the issues in the brief is corvect.

§ 12.54.2 Disagreement with appellant's siatement of the issues
The appellant’s statement of the issues in the brief is substantially
correct. The changes aze as follows: [1).

Esaminer Note:
In bracket 1 explain the chenges with the appellant's statement of

the issues in the brief including;

(i) an identification of eny issves which ere petitionable rather
then appeslable, and/or

(ii) an identification of eny issves or grounds of rejection on
sppeel which the examiner no longer considers epplicable.

(iii) eny change not covered in (i) and (ii).

§ 12.54.3 Non-appealable issue in brief

Appellant’s brief presents srguments relating to {1). This issve
relates to petitioneble subject matter under 37 CFR 1.181 and not b
sppealeble subject metter. See MPEP §§ 1002 and 1201,
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§12.55 Grouping of Claims
(5) Grouping. of Claims.

Exzminer Note:

Follow § 12.55 with either § 12.55.1,9 12.55.20¢9 12.55.3 for
eech grouping of cleims (i.e., each ground of rejection which appellant
contests).

§12.55.1 No stasemens in briefthas claims do not stand or fall together

The rejection of cleims{1] stand or fall together because sppellent’s
brief does not include o statement that this grouping of claims does not
stend ‘or fdll together. See 37 CFR 1.192(c)S).

Exsmizer Note:

1. Use this paregraph for each grouping of claims (i.e., ground of
rejection which sppellent contests) wherein the beief does not include
o statement that & grouping of cleims does not stand or fall togethes.

2. If the brief includes & statement that & grouping of claims does
rot stand or fell together but does not provide reasons, s set fosth in 37
CFR 1.192(c)5), use either paragraph 12.55.2 or 12.55.3.

§ 12.55.2 No agreemens with brief why claims do nos stand or foll
togeiher

The appellant's statement in the brief thst certain claims do not
stand oe fell together is not agreed with because [1).

Ezeminer Note:

In bracket | explain why the claim grouping listed in the brief is not
sgreed with by the exeminer snd why, if appropriate, the claims a5
listed by the appelient are tiot separately patentable.

§ 12.55.3 No reasons in brisf why claims do not stand or fall together.

The brief includes & sistement that claims [1] do aot stend or fall
togethes but feils (o present reasons in support thereof. Therefore, these
claims ere presumned o stand or fall together.

Ezsmiaer Note:

This pezegraph should be used caly when go supporting reesons
are presented in the brief. If reasons we presentsd, even if they are not
agreed with, use fonn paegraph 12.55.2 instead of this persgraph.
Reasons for disagreement we discussed in either the “Grounds of
Rejection” orinthe "Response to Arguments” portion of the examiner's
answer.

§ 12.55.4 Brief gives reasons why claims do not stand or foll together

Appeliant's brief includes e statement thet claims (1] do not stend
or fall together and provides reasons as set forth in 37 CFR 1.192(c)($)
and (c}(6).

§12.56 Claims appealed
(6) Claims sgpealed.

Ezeminer Wote:
Follow § 12.56 with § 12.56.1,9 12.56.2 0§ 12.56.3.

§12.56.1 Copy of the appaaled claims in the appendix is correcs.
The copy of the appeslied claims contsined in the Appendin (o the
brief is casrect.

§12.56.2 Copy of the appealed claims in the Appendix is subsiantially
correcs,

A substantially corvect copy of appesled claim [1] appears on page
[2] of the Appendix to the appeliant’s brief. The minor errors ere &
follows: [3]
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Ezeminer Note:
1. In bracket 1, indicate the claim or claims with emsll ervors.
2. In beacket 3, indicate the neture of the emors.

12.56.3 Copy of the appealed claims in the Appendix contain subsian-
tial ervors. :

Claim [1) contain(s) substential errors as presented in the Appen-
dix to the brief. Accoedingly, cleim (2] cossectly written in the Appen-
dix to the exeminer's answes.

Essminer Note:

1. Appellsnt should include & comrect copy of alk sppealed claims
in the Appendix W the brief. See 37 CFR 1.192(c)}(7).

2. Atach a correct copy of any incormrect cleims 88 sn Appendix to
the examiner’s asnswer and draw a disgonal line in pencil through the
incorvect cleim in the Appeadix of the sppellant’s appeal brief.

3. Rather then uzing this form peragraph, if the errors in the cleim(s)
are significant, appellant should be required to submit e corrected brief
using form peragraphs 12.69, 12.77 and 12.78, es well as any other
pezagrephe 12.70 to 12.76 s may be approprists. Where the brief
includes arguments directed towerd the errors, & correctad brief should
always be required.

§12.57 Prior ar of record
(7) Brior Ant.of recond.

Ezaminer Note: v
Follow § 12.57 with either § 12.57.1 or § 12.57.2

§12.57.1 No prior ar relied upon
Na prior antis relied upon by the examiner in the rejection of claims
under sppeal.

§12.57.2 Listing of the prior an of record relied upon
The following is s listing of the prior art of record relied upon in the
rejection of claims under appeal.

Ezeminer Note:
1. Use the following format for providing information on each
reference cited.
Number Name Date
2. The following are example formats for listing reference cita-
ticns.
2,717,847 VERAIN 9-1955
1,345,890 MUTHER (Fed. Rep. of Germany) 7-1963
(Figure 2 lebeled us Prior Ast in this docunent)
3. See MPEP § 707.05(e) for sdditional examples

§ 12.58 New prior art
(8) New prioc ant.

Ezamiaer Note:
Follow § 12.58 with either§ 12.58.1 0v § 12.58.2

§ 12.58.1 No rew prior art
No new prior est has been epplied in this examines’s answer.

§12.58.2 New reference applied
(1] been epplied in @ new ground of rejection in this examiner's
saswer and listed below: [2]

Essminer Note:
1. SPE spprovel for the citation of new et is required. See also
f12.44.
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2. In bracket 1 insert either “A new reference bas” or “New
references have”.

3. In bracket 2 list the new reference(s) applied in a new rejection
in the examiner's answer.

4. List all patent document references of record by number, name
and date. For example: 1,736,481 Smith 6 - 87

$. In the case of non-pstent veferences, list the relevant page or
pages.

6. Copies of newly cited references should be supplied with the
examiner's apswer.
v 7. A PTO-892 must be completed for the file for use by the priater
" in case of issuznce of the application as a patent.

§ 12.59 Grounds of rejection
(9) Grounds of rejection.

The following ground(s) of rejection ere applicable to the appealed
claims.

Exeminer Note:
Explain esch ground of rejection or refer to the single priog Office
- action which cleerly sets forth the rejection and complies with appro-
priate peregrephs i - iv below:

(i) For each rejection under 35 U.S.C. 112, first paragraph, the
examiner's enswes, of the single prior action, shall explein bow the first
paregraph of 35 U.S.C. 112 is not complied with, including, 85
sppropeiate, bow the specificstion end drawings, if any, (8) do not
describe the subject matter defined by each of the rejected claims, (b)
would not ensble any person skilled in the a2t W meke and use the
subject matter defined by each of the rejected claims, end (c) do not set
forth the best mode contemplated by the eppellant of carrying out his
of ber invention.

(ii) For each rejection under 35 U.S.C. 112, second paragraph, the
examiner’s answer, of gingle prior action, shall explain bow the claims
do not perticulesly point out end distinctly claim the subject matter
which applicent regerds a5 the invention.

(iii) For each rejection under 35 U.S.C. 102, the examiner’s
snswer, or single prior action, shall explein why the rejected claims age
anticipated or not patentsble under 35 U.S.C. 102, pointing out where
all of the specific limitstions recited in the rejected claims exe found in
the prior art relied upon in the rejection.

(iv) For esch rejection under 35 U.S.C. 103, the examiner’s

answes, or single prior ection,

shall stste the ground of rejection end point out where each of the
specific limitations recited in the rejected claims is found in the prior
art relied on in the rejection,

sball identify any difference between the rejected claims end the
prior ast relied on end

shell explain bow the claimed subject matier is rendered unpatent-
gble over the prior ast. If the rejection is based upon e combination of
references, the examiner's answer, of single prior sction,

shall explain the retionale for making the combination.

(v) For each rejection under 35 U.S.C. 102 or 103 where there may
be questions as to how limitations in the cleims correspond to festures
in the prior art, the exeminer, in addition to the requirements of (9)(iii)
end (iv) bove, should compare at least one of the rejecied claims
feature by feature with the prior et relied on in the rejection. The
compagison shall align the language of the claim side by side with a
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reference to the specific page, line number, drawing refereace number
and quotation from the prior ant, as eppropriste.

(vi) For each rejection, other than those referred (o in peragraphs
(i) to (v) of this section, the examiner's snswer, or eingle prior ection,
shall specifically explain the basis for the particuler rejection.

§12.60 New ground of rejection
(10) New ground of rejection.

Examiner Note:
Follow § 12.60 with either§ 12.60.1 oz § 12.60.2

§12.60.1 No rew ground of rejection
This Examiner's Answer does not contain any new ground of
rejection.

§12.60.2 New ground of rejection
This examines’s answer contains the following NEW GROUND
OF REJECTION.

Ezaminer Note:

1. Include s complete statement and explanation of the new ground.
The requirements ss set forth in § 12.59 relating to “grounds of
rejection” must elso be complied with for any new ground of rejection.

2. This heading ghould precede each new ground of rejection made
in an examines's enswer.

3. Approvel by the SPE is required.

§ 12.61 Response to argument
(11) Besponse 1o segument.

Esaminer Note:

1. If & issue raized by eppellant wes fully responded to under
"Grounds of Rejection”, no edditional response is required here.

2. If en issue hes beea raised by appellent that was not fully
sesponded (o under the "Grounds of Rejecton”, a full response must be
provided after § 12.61.

§i2 62 Pemd of re:pam'e to new ground 0f re]ecuon

In view of the oew ground of rejecuon. appelhm is given a period
of TWO MONTHS from the mailing date of this examiner’s enswer
within which to file 2 reply to any new ground of rejection. Such reply
may include eny amendment or material spprogriate to the new ground
of rejection. Prosecution otherwise remains closed. Failure to respond
to the new ground of rejection will result in dismissal of the eppeal of
the claims g0 rejected.

§ 12.63 Request to presens oral arguments
The examiner requests the opportunity to present arguments at the
orel bearing.

Ezeminer Nete:
1. Use this formn pasegreph oaly if:
a. an orel bearing has been requested by sppellant, and
b. the primery examiner intends to present an oral argument.

2. If appellant’s reguest for an oral hearing bas been made before
or with the brief, this form paregraph may be included at the end of the
eraminer's anEwes.

3.1f appellant’s request for an oral hearing bas been made afiex the
examines's answer, this forin paragraph may be included in a supple-
mentalexaminer’ s enswer, an scknowledgment of reply brief (see form
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naragraph 12.47), or in & separate letier on & form PTOL-90.

§ 12.79 Examiner's Answer, Conclusion
For the above reasons, it is believed thet the rejections should be
sustained.

Respectfully submitted,

If a new ground of rejection is raised, see MPEP § 1208.01.

For >a< case having >a< patentability report, see MPEP §
705.01(a). **

>If the examiner requests an oral hearing, see MPEP § 1209,
the request should appear in the 1ast paragraph of the examines's
answer.

The examiner should make a pencil notation “Examiner
requests an Oral Hearing “ on the face of the file wrapper below
the box for the examiner's name when an oral bearing is
reguested.

12.48 Request to presens oral arguments
The exeminer requests the opportunity to present erguments at the
oral beering.

Ezeminer Note:
1. Use this form paregraph only if:
2. an oral beering bas been requesied by eppellant, and
b. the primary examiner intends to present &n oral argument.

2. If appellant’s request for an orel heering has been made before
or with the brief, this form pasagraph may be included st the end of the
examiner's engwer.

3. X sppellant’s request for an orel bearing has been made gfier the
examiner's answer, this form peragreph may be included in 2 supple-
mental examiner’s answer, 80 ecknowledgment of reply brief (see form
paregreph 12.47), or in & separste letter on & form PTOL-90.<

120801 New Reference, New Objection or New
Ground of Rejection in Examiner’s
Answer [R-14]

At the time of preparing the answer o an appeal brief, the
examiner may decide that be or she should cite 2 new reference,
raise 2 new objection, or apply a new ground of rejection (pew
reference, double patenting, statiutory bar or other reason for
rejection) against some or all of the appealed claims. All
answers citing new references or containing new grounds of
rejection or objection must be souted over the supervisory
primary examiner's desk for review and “*>signature<, If
t¥5there is< the citation of new references, the answer will be
mailed by the group and will include copies of the new refes-
ences. Also, a PTO-892 listing any new references must be
completed for the file for use by the printer in case of issuance
as a patent. The Board will return to the group disector’s office
any answer confaining (1) a newly cited reference or (2) a new
ground of rejection, where such answer does not bear **>the
supervisory primary examiner's signature<.

Inordertointroduce a new ground of rejection itis necessary
either to reopen the ex parte prosecution before the examiner or
to include the new rejection in the examiner’ s answer, depend-
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ing o existing circumstances. The choice of action 0 be
followed will depend on such factors as (1) the history of the
prosecution, (2) the number of claims affected, (3) the impor-
tance of the new ground of rejection, (4) the significance of the
new reference and (5) the nature of the response to be expecied.
For example, if the reference is basic and materially better in
meeting all of the claims, reopening of the prosecution and
making the action final would ordinasily be approved if the
requirements for making an action final under MPEP § 706.07(a)
are met. Should appellant desire later (o have the Board review
the examiner's new final action, the appellant must file a new
Notice of Appeal and a new brief. On the other hand, if the new
reference anticipates some but not all of the claims or supplies
aminor lack in art already relied on, inclusion of the new ground
in the examiner's gnswer would nwormally be the approved
procedure. Of course, if the new ground of rejection applies to
any claim standing aliowed the prosecution should be reopened.

It is important that the new ground with regard to which the
supesvisory primary examiner has been consulted be clearly
indicated as such so that the Board can readily identify those
cases where appellant is entitled to a period of two months for
reply. Any new reference should be cited under the caption
“New Reference(s).” '

Likewise when a ground of rejection not involving a new
reference is raised for the first time in the answer after consul-
tation with the supervisory primary examiner the fact thatitis
anew ground should be clearly indicated. In this connection it
is noted that even if the same references are relied upon in the
answer as were relied upon in the fingl rejection, but the thrust
of the rejection is changed, the examiner should identify the
rejection as a new ground of rejection. See MPEP § 1208 under
Requirements for Examiner's Answeg”,

The examiner's answer which includes a new ground of
rejection should include forin paragraph 12.60.2 and conclude
with form paragraph 12.62.

1208.02 Withdrawal of Final Rejection [R-9]

The examiner may withdraw the final rejection at any time
prior to the mailing of the examines’s answez. It is possible that
after reading the brief, the examiner may be convinced that
some or all of the finally rejecied claims are allowable. Where
the examiner is of the opinion that some of the claims are
allowable, be or she should so specify in the examiner's answer
and confine the arguments (o the remaining rejected claims. If
the examiner finds, upon reconsideration, that all the rejected
claims are allowable, or where the appellant in the beief with-
draws the appeal as to some of the rejected claims and the
examiner finds the remaining claims to be allowable, the exam-
iner should pass the case to issue.

In applications where an interference has resulied from the
applicant copying claims from the patent which provided the
basis for final rejection, the rejection based on that patent should
be withdrawn and the appeal dismissed as to the involved
claims.

1200 - 16



APPEAL

1208.03 Reply Brief [R-9]

37 CFR 1.193 Examiner's answer

LR BN IR BN J

(b) The appellant may file o reply brief direcied only to such new
points of ergument &5 may be raised in the examiner's answer, within
one month from the date of such answer. The new points of argument
shell be specificelly identified in the reply brief. If the exeminer
determines that the reply brief is ot directed only to new points of
argument raised in the examiner's answer, the examiner may refuse
< entry of the reply beief end will so notify the appellant. If the exanines’s
answer states 8 new ground of rejection appellant may file a reply
thereto within two months from the dete of such answer, such reply may
be accompanied by any amendment or material apgropriate (o the new

ground. .

Under 37 CFR 1.193(b), the appellant may file a reply brief
if the examines’s answer contains (1) new points of argument, or
(2) a new ground of rejection.

In those situations where areply briefis clearlyunwarranted

“(e.g., no new grounds of rejection or new points of argument in

the examines"s answer), the examiner should refuse entry of the
reply brief, and notify the appellant in writing in oeder to begin
the two month pesiod for petition under 37 CFR 1.181.

(1) NEW POINTS OF ARGUMENT IN EXAMINER'S
ANSWER

Where new points of argument bave been raised in the
examiner’s answer, appellant may file a reply brief within one
month from the date of such answer. Appellants must clearly
and specifically indicate in their reply briefs the new points of
argument “raised in the examiner's answer ™ o which said reply
briefs are directed. 37 CFR 1.193(b) does not permit general
rebuttal of each statement made in the examiner’s answer. If the
examiner determines that the reply beief is not directed only o
pew points of argument raised in the examiner’s answer, the
examiner may refuse entry of the reply beief and will so notify
1be appellant.

Since the reply brief must be limnited to any new points of
argument raised in the examiner’s answer, compliance with the
requirement of the second seatence of 37 CFR 1.193(b) should
facilitate both preparation of the reply brief by appellant and
consideration of the reply beief by the Patent and Trademark
Office. The reply brief is appropriately limited to new points of
argument raised in the examines’s answer because appellants
have an obligation to present arguments supporting their posi-
tions in their opening briefs. Considering an asrgument advanced
for the first time in a reply brief would not only delay the
proceeding, but aleo would entail the risk of an imperovident or
ill-advised opinion on the legal issues tendered. Von Brimer v,
Whirlpool Corp., 536 F.2d 838, 846, 190 USPQ 528, 534 (9th
Cir. 1976).

(2) NEW GROUND OF REJECTION IN EXAMINER'S
ANSWER

Where a new ground of rejection is raised in the examiner’s
answer, the appellant, under 37 CFR 1.193(b) has two months

1200 - 17

1208.04

within which to file a reply brief. The appellant’s reply, insofar
as the new ground of rejection is concerned, may include any
amendment or material appropriate to the new ground. Consid-
eration will be limited w0 amendments and facts pertinent to the
new ground >of< rejection.

An amendment limited to the new ground of rejection is
entitled to entry: Ex parte Abseck et al., 133 USPQ 411 (Super-
visory Examiner, 1960).

Appellants are reminded that their briefs in appealed cases
must be respoasive to every ground of rejection stated by the
examiner, including new grounds stated in the examiner’s
answer.

Where an appellant fails o respond in the reply brief to the
new ground of rejection, . appellant shall be notified by the
examiner that be or sbe is allowed one month to cormect the
defect by filing a supplemental reply brief. Where this proce-
dure has not been followed, the Board should remand the
application to the examiner for compliance.

The final seatence of 37 CFR 1.193(b) provides that the
reply brief may be accompanied by any amendment or material
appropriate (o the new ground of rejection. This makes it clear
that any amendment or other material appropriate 0 the new
ground of rejection must be presented in a separate papers, rathes
than in the reply itself. 37 CFR 1.193(b) requires that the
appellant be notified if the reply brief is not entered because of
non-compliance with the rule, and an appellant who disagrees
with that ruling may seek review by way of a petition under 37
CFR 1.181.

1208.04 Supplemental Examiner's Answer
[(R-14]

Normally, when areply brief has been filed by the appeliant
in response to a new point of argument in the examiner's
answeg, the case should be forwarded to the Board without any
need for the preparation of a supplemental answer by the
examiner. The examiner should notify appellant of consider-
ation of the reply brief by using form paragraph 12.47. How-
ever, where good reason to respond is apparent, the examiner
may issue a supplemental answer in response to the reply brief
before forwarding the case 0 the Board. If an amendment,
affidavit or declaration was filed with the reply brief, the
examiner must notify the appellant in writing whether it has
been entered, and if it is entesed, the examiner must issue a
supplemental answer in response.

§ 12.47 Acknowledgment of reply brief

‘The reply brief filed (1] has been entered and congidered but no
fusiber response by the examiner is deemed necessary. The application
has been forwarded to the Boerd of Patent Appeals and Interferences
for decision on the appeal.

Ezaminer Note:

1. Type on PTOL-90

2. Do not use this form paragreph if a Supplemental Exeminer's
gnswer is prepared.

3. Where good reason to respond is apparent, the examiner may
issue & supplemental answer in response to (he reply brief before
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forwarding the case to the Boasd. If an amendment, affidavit or
declaration was filed with the reply brief, the examiner must notify the
appellant in writing whether it bas been entered, and if it is entered, the
examiner must issue a supplementsl enswer in regponse.

If the reply brief was filed in respoase 0 a new ground of
rejection in the examiner's answer, the examiner must issue a
supplemental answer indicating whether the new ground of
rejection has been overcome, and, if it has not, explaining why
not.

Qi

1209 Oral Hearing [R-13]

37 CFR 1.194 Oral hearing.

(a) An oral beering should be requestzd only in those circum-
stances in which the appellant considers such & bearing necessary of
desirable for a proper presentation of bis eppesl. An appesl decided
without an oral besring will receive the same congideration by the
Board of Patent Appeals and Interferences as appeals decided after oral
hearing.

(b) If appellant desives an oral bearing, appellent must file s written
request for such hearing accompanied by the fee cet forth in § 1.17(g)
within one month after the date of the examines's answer. If the
examiner's answer states & new ground of rejection and if appellent
files areply as provided for by § 1.193(b), then the writien request must
be made within three months efier the dete of the filing of the reply. If
appellent requests an orel besring and submits therewith the fee set
forth in § 1.17(g), an orel ergument may be presentad by, or on behalf
of, the primary examiner if considered desirable by either the primary
examiner of the Board.

(c) If no request end fee for orel hearing have been timely filed by
the sppellant, the sppesl will be sesigned for considerstion and deci-
cion. If the eppeliant bas requested en orel bearing end bas submitied
the fee set forth in § 1.17(g), a day of beesing will be set, and due notice
thereof given to the sppellant and to the primery examiner. Hearing will
be held a8 stated in the notice, gnd oral argument will be Limited to
twenty minutes for the appeliant and fifteen minutes for the primary
examiner unless otherwise ordered before the bearing begins.

** An additional time period is provided to the appellant for
requesting an oral hearing in the event that the examines’s
answes states a new ground of rejection. If the answer states a
new ground of rejection, 37 CFR 1.193(b) provides that
appellant’s reply brief may be accompanied by any amendment
ormaterial appropriate to the new ground of rejection. Although
the examiner does not normally issue a supplemental answer in
response to a reply, see MPEP § 1208.04, 37 CFR 1.194(b)
permits the appellant w postpone filing a request for an oral
hearing until three months after the date the reply brief is filed.
This gives the appellant time (o receive the examiner’s re-
sponse, if any, (o thereply brief before the appellant must decide
whether (© request an oral hearing,

>In the past, appellants could use fee extensions to delay the
time for requesting an oral hearing at the Board of Patent
Appeals and Interferences. This delayed final disposition of the
appeal and causes administrative problems and duplication of
effort due to the isansfer of the appeal (o the bearing docket. 37
CFR 1.191(d) no longer refers t0 37 CFR 1,194, Fee extensions
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are no longer available to extend the time for requesting an oral
bearing. Extensions under 37 CFR 1.136(b) are available to
extend the time to request an oral bearing.<

Notice of the oral bearing will be given to the appellant and,
at the same time, (o the primary examiner in those cases in which
the primary examiner has indicated an intention © present an
oral argument.

After an oral hearing has been confirmed and the date setas
provided in 37 CFR 1.194(c), the application file will be
delivered to the examiner vig the appropriate group director at
least obe week prior to the date of the hearing for those cases in
which the examiner is expected (0 be present at the hearing. In
those cases where the Board requests the presentation of an oral
argument by, or on behalf of, the primary examiner, the appel-
lant will be so notified. The Board's request for an oral argument
may, where appropriate, indicate specific points of questions to
which the argument should be particularly directed. The appli-
cation file must be returned o the Board at least two working
days before the hearing.

Inthose appeals in which an oral bearing bas been confirmed
and either the primary examiner or the Board has indicated a
desire for oral argument, oral argumentmay be presented by the
examiner whether or not appellant appears. If appellant desires
o argue his or her case before the Board, he or she must file a
brief and within one month of the examines's answer and
indicate he or she desires an oral hearing or , if the examiner's
answer states a new ground of rejection and if appellant files a
reply as provided for by 37 CFR 1.193(b), then the writien
request for an oral hearing must be made within three months
after the date of the filing of the reply. If no request has been
made by appellant, the appeal will be assigned for consideration
and decision. That is, the decision will be rendered on the brief.

A notice of bearing, stating the date, the time and the docket,
is forwarded to the appellant in due course. If appellant fails to
confirm within the stated time, the appeal is removed from the
hearing docket and assigned on brief in due course. No refund
of the fee for requesting an oral hearing will be made. Similarly,
after confirmation, if no appearance is made at the scheduled
bearing, the appeal is decided on brief. Since failure to notify the
Board of waiver of bearing in advance of the assigned date
results in a waste of the Board’s resources, appellant should
inform the Board of a change in plans at the earliest possible
opportunity.

If the time set in the notice conflicts with prior commitments
or if subsequent events make appearance impossible, the hear-
ing may be rescheduled on written request, However, postpone-
ments ase discouraged and will not be granted in the absence of
convincing reasons in support of the requested change.

If appellant has any special request, such as for a particular
date or day of the week, this will be taken into consideration in
seuing the cases, if made known to the Board in advance, as long
as such request does not unduly delay a decision in the case.

Thearguments at the bearing may be presented by appellant’s
atiorney or agent if be or she is duly avthorized in accordance
with 37 CFR 1.34(a).

Currently, twenty minutes are allowed for appellsnt to
explain his or her position, If appellant believes that additional
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time will be necessary, a request for such time should be made
well in advance and will be taken into consideration in assigning
the hearing date. The final decision on whether additional time
is to be granted rests within the discretion of the senior member
of the panel hearing the case.

Primary examiners are permitied to present oral arguments
before the Board in appeals where the appellant bas been
granted an oral bearing. Afier the appellant has made his or ber
preseniation, the examiner will be allowed fifteen minutes to
reply as well as to present a statement which clearly sets forth bis

" orher position with respect to the issues and rejections of record.
Appellant may utilize any allotied time not used ip the initial
presentation for rebuttal. '

Currently, up to two examiners are permitted to atiend any
one hearing as observers, where the case is related o the
examiners’ field of technology.

Pasticipation by examiness is considered to be desirable not
only from the standpoint of improving the overall presentation
of the argument, particularly in complex cases, but also for the
-educational and experience benefits (0 the examiners them-
selves.

In any appeal where oral argument is (o be presented by, of
on behalf of, the primary examiner, the appeliant will be given
due notice of that fact.

“*3See MPEP § 1208 concerning inclusion of a request for
oral hearing in the examines's answer.<

1210 Actions Subseguent to Examiner’s Answer
but Refore Board’s Decision [R-14)

JURISDICTION OF BOARD

The application file and jurisdiction of the application are
rormally transferred from the examining groups to the Board at
one of the following times:

(1) After 2 months from the examines’s answer, plus mail
room time, if a “new ground of rejection” bas been indicated in
the examines’s answer and no reply brief has been timely filed.

(2) After one month from the examiner’s answer, plus mail
room time, where no new ground of rejection has been indicated
in the examiner’s answer and no reply brief has been timely
filed.

(3) After a supplemental examiner’ s answer has been mailed
in reply to a timely reply brief,

(4) After the examiner has determined by initialing and
dating the reply beief, that be or she will not prepase a supple-
menial examiner’s answer in response to a timely reply brief.

L4

Any amendment, affidavit, or other paper relating 10 the
appeal, filed thereafter but prior to the decision of the Board,
may be considered by the examiner only in the event the case is
remanded by the Board for that purpose.

DIVIDED JURISDICTION
Where appeal is taken from the final rejection only of one or
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more claims presented for the purpose of provoking an interfer-
ence, jurisdiction of the rest of the case remains with the
examiner, and prosecution of the remaining claims may proceed
as though the entire case was under his or ber jurisdiction. Also,
wheze the examiner certifies in writing that there is no conflict
of subject matter and the examiner-in-chief in charge of the
interference approves, an appeal o the Board may proceed
concurrently with an interference. See MPEP § 2318.

ABANDONMENT OF APPEAL

Toavoid the rendering of decisions by the Board in applica-
tions which have already been refiled as continuations, appel-
lants should prompily inform the clerk of the Boasd in writing
as soon as they have positively decided to refile or to abandon
an application containing an appeal awaiting a decision. Failure
to exercise appropriate diligence in this matter may result in the
Board’s refusing an otherwise proper request to vacate its
decision.

See MPEP §* 1215.01 - >§< 1215.03 conceming the with-

drawal of appeals.
1211 Remand by * Board [R-13]

The Board has authority (o remand a case to the examiner for
a fuller description of the claimed invention and, in the case of
amachine, a statement of its mode of operation. In certain cases
wheze the pentinence of the references is not clear, the Board
may call upon the examiner for a further explanation. In the case
of multiple rejections of a cumulative nature, the Board may
also remand for selection of the preferred or best ground. The
Board may also remand acase to the examiner for further search
where it feels that the most pertinent art has not been cited, or ©
consider an amendment, affidavits or declarations.

The group director should approve and the Board should be
notified whenever a remanded application is withdrawn from
appeal under any circumstance. See MPEP §§ 706.07(c) -
706.07(e).

1211.01 Remand by Board To Consider
Amendment [R-14]

While there is no obligation resting on the Board to consider
new or amended claims submitted while ithas jurisdiction of the
appeal. In re Sweet, **58 USPQ 327 **>(CCPA 1943)<, a
proposed amendment, affidavi¢, declaration, or other paper may
be remanded for such consideration as the examiner may see fit
to give. Such an amendment, unless filedunder 37 CFR 1.193(b),
will be treated as an amendment filed after appeal, See MPEP §
1207.

If the proposed amendment is in effect an abandonment of
the appeal, e.g., by canceling the appealed claims, the amend-
ment should be entered and the clerk of the Board notified in
order that the case may be removed from the Board's docket.
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1212 Remand by Board To Consider
Affidavits or Declarations [R-14]

37 CFR 1.195. Affidaviss or declarations after appeal.

Affidavits, declarations, of exhibits subtitted afier the case hes
been eppealed will not be admitted without & showing of good and
sufficient reasons why they were not emlier presented.

Affidavits or declarations filed with or afier appeal but
before the mailing of the examiner’s answer will be considered
for entry only if the appellant makes the necessary showing
under 37 CFR 1.195 as to why they were not earlier presented.
Authority from the Board is not necessary to consider such
affidavits or declarations. Affidavits or declarations filed after
a final rejection and prioe to 2 notice of appeal are handled as
provided in a MPEP *§ 715.09 and >§< 716.

In the case of affidavits or declarations filed afier the
application has been forwarded (o the Board, bt before a
decision thereon by the Boagd, the examiner is without authority
to consider the same in the ahsence of a remand by the Board.
When a case is remanded to the examiner for the consideration
of such affidavits or declarations, the examiner, afier having
given such consideration as the facts in the case require, will
return the case (o the Board with bis or ber answer on remand,
acopy of which should be forwarded to the appeliant. If such an
affidavit or declaration is not accompanied by the showing
required under 37 CFR 1.195, the examiner will not consider its
merits. If the delay in filing such affidavit or declasation is
satisfactorily explained, the examiner will admit the same and
consider its merits.

It is not the custom of the Board to remand affidaviis oe
declarations offered in connection with a request for reconsid-
eration of its decicion whege no rejeciion bas been made under
37 CFR 1.196(b). Affidavits or declarations submitted for this
purpose, not remanded (o the examiner, are considered only as
arguments. In re Mariin, **69 USPQ 75 *¢>(CCPA 1946)<.

For remand to the examiner (0 consides appellant’s remarks
relating to a 37 CFR 1.196(b) rejection sce MPEP § 1214.01.

1213 Decision by Board [R-13)

37 CFR 1.196. Decision by the Board of Patent Appeals and Interfes-
ences.

(a) The Board of Patent Appeals end Intesferences, in its decision,
may affirm or reverse the decision of the © examiner in whole or in part
on the grounds and on the claims specified by the examiner >or remand
the application (o the examiner for further consideration<. The affir-
mance of the rejection of & claim on any of the grounds specified
constitutes & general affirmance of the decision of the examiner on that
claim, except 28 to any ground specifically reversed.

LE-X B B J

After consideration of the record including appellant’s brief
and the examiner's answer, the Board writes its decision,
affirming the examiner in whole or in past, or reversing the
examiner’s decision, sometimes also setting forth a new ground
of rejection.

On occasion the Board has refused to consider an appeal
until after the conclusion of a pending civil action os appeal 1o
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the C.A.F.C. involving issues identical with and/or similar to
those presented in the later appeal. Such suspeasion of action,
postponing consideration of the appeal until the Board has the
benefit of & court decision which may be determinative of the
issues involved, has been recognized as sound practice. An
appellant is not entitled, after obtaining a final decision by the
Patent and Trademark Office on an issue in a case, to utilize the
prolonged pendency of a court proceeding as a means for
avoiding res judicata while relitigating the same, o substan-
tially the same issue in another application.

An applicant may request that the decision be withheld to
permit the refiling of the application at any time prior to the
mailing of the decision. Up to 30 days may be granted, although
the tisne is usually limited as much as possible. The Board will
be morge probe to enteriain the applicant’s request where the
request is filed early, obviating the necessity for an oral bearing
or even for the setting of the oral hearing date. If the case has
already been set for oral hearing, the petition should include a
reguest 1o vacate the hearing date, not to posipone it.

Inasitmation where a withdrawal of the appeal is filed on the
same day that the decision is mailed, a petition to vacate the
decision will be denied.

Since review of the decisions of the Board is commitied by
statute 0 the courts, its decisions are properly reviewable on
petition only 1o the extent of detesrmining whether they involve
obvious error or abuse of discretion. Reasonable rulings made
by the Board on matiers resting in its discretion will not be
disturbed upon petition. Thus, for example, the Board's opinion
as to whether it has employed a new ground of rejection will not
be setaside on petition unless said opinion is found to be cleasly
unwarranted,

See MPEP § 1214.01 concerning a new ground of rejection
by the Board under 37 CFR 1.196(b).

1213.01 Recommendations of Board [R-14]

37 CFR 1.196. Decision by the Board of Patent Appeals and Interfer-

Ences.
LR R RN

(c) Should the decision of the Board of Patent Appeals and
Interferences include an explicit statement thet a claim mey be allowed
in amended form, appelient shall have the right to amend in conformity
with such statement, which shall be binding on the examiner in the
sheence of new references or grounds of rejection.

If the examiner knows of references or reasons which were
not before the Board, such a favosable recommendation is not
binding. Likewise, any change in a favorably recommended
claim other than the amendments recommended would tend to
destroy the force of such recommendation. Ex parte Young, 18
Gour. 24, 31.

In the absence of an express recommendation, a remark by
the Board that a certain feature does not appear in a claim is not
tobe taken as a recommendation that the claim be allowed if the
feature is supplied by amendment. Ex parte Norlund, 1913C .D.
161, 192 0.G. 989 >(Comm'r Pat. 1913)<.

Appellant’s right to amend in conformity with the recom-
mendation may only be exercised within the period allowed for

1200 - 20



APPEAL

seeking court review under 37 CFR 1.304. See MPEP § 1216.

1213.02 Statement as to Rejection of an Allowed
Claim [R-13]

37 CFR 1.196. Decision by the Board of Pasent Appeals and Interfer-

ences.
LR X X B2

(d) Alibough the Board of Patent Appesls and Interferences nor-
mally will confine its decision t a review of rejections made by the
* examiner, should it have knowledge of eny grounds for rejecting any
sllowed cleim it may include in its decision a recommended rejection
of the cleim end remand the case to the examiner. In such event, the
Boezd shall set & period, not less than one month, within which the
eppeliant may submit to the exemniney &n appropriste amendment, &
showing of facts or reasons, or both, in order to avoid the grounds et
forth in the recommendation of the Board of Patent Appeals and
Interfesences. The examiner shall be bound by the recommendation
and shall enter end maintsin the recommended rejection unless e
amendment or showing of facte not previouely of record is filed which
. inthe opinion of the examiner, overcomes the recommended rejection.
Should the examiner make the recommended rejection final the sppli-
cant may >egain< sppeal to the Board of Patent Appeals and Interfer-
ences.

>{e)< Whenever a decision of the Board of Petent Appeals and
Interferences includes & remand, thet decision shall not be considered
a5 g final decision. When appropriate, upon conclusion of the proceed-
ings before the examiner, the Board of Patent Appedls and Interfer-
ences may enter aa order otherwise meking its decision final.

37 CFR 1.196(d) provides express authority for the Board (o
include, in it decision, a recommendation for rejecting any
allowed claim that it believes should be considered by the
examines. 37 CFR 1.196(d) also provides that the Board may
remand the case to the examiner for such consideration, and that
the appellant shall have an opportunity torespond o the grounds
set forth by the Board prior to consideration by the examiner. If
the previously allowed claims are rejected by the examiner, the
rejection may be appealed (o the Board.

. 37CFR 1.196(>e<) * provides that a decision of the Board

which includes a remand will not be coasidered as a final
decision in the case. ** The Board, following conclusion of the
proceedings before the examiner, will either adopt its easlier
decision as final or will render 2 new decision based on all
appealed claims, as it considers appropriate. In either case, final
action by the Board will giverise to the alternatives available 1o
an appellant following a decision by the Board.

In situations where the examiner concludes after considera-
tion of all the evidence and argument that the remanded claims
should be allowed, the rule dealing with reasons for allowance
(37 CFR 1.109) provides an appropriate mechanism for him or
ber to explain, on the record, his or ber reasoning for coming to
this conclusion, notwithstanding the grounds set fosih by the
Board in its statement.

37 CFR 1.196(d) does not affect the Board's authority to
remand a case to the examiner without rendering a decision in
appropriate circumstances. 37 CFR 1.196(d) is not intended as
an instruction 1o the Boazd to reexamine every allowed claim in
every appealed application. It is, rather, intended to give the
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Board express authoeity to act when itbecomes apparent, during
the consideration of rejected claims, that one or more allowed
claims may be subject to rejection on either the same of on
different grounds from those applied against the rejected claims.

>The period set by the Board for the submission of an
amendment or showing to the examiner may not be exiended by
the filing of a petition and fee under 37 CFR 1.136(a), but oaly
under the provisions of 37 CFR 1.136(b). See 37 CFR 1.196(f).<

1213.03 Publication of Board Decision [R-9}

Decisions of the Board may be published at the discretion
of the Commissioner. Reguests by members of the public or
applicants to publish a decision of the Board should be referred
to the Office of the Solicitor. A decision in a pending or
abandoned application will be publisbed in accordance with 37
CFR 1.14(d).

1214 Procedure Following Decision by Board
[R-9]

37 CFR 1.197. Action following decision.

(e) After decision by the Board of Patent Appeals end Interfer-
ences, the case shell be retumed to the examiner, subject to the
appellant’ sright of appesl or otherreview, for such further ection by the
appellentor by the examiner, as the condition of the case may require,

to carey into effect the decision.
& &0 0B

After an appeal to the Board has been decided, a copy of the
decision is mailed to the appellant and the original placed in the
file. The clerk of the Board notes the decision on the file wrapper
and in the record of appeals, and then forwards the file to the
examiner through the office of the group direcior immediately
if the examiner is reversed, and after about six weeks if the
examiner is affirmed or after a decision on a request for
reconsideration is rendered.

1214.01 Procedure Following New Ground of
Rejection by Board [R-14]

37 CFR 1.196. Decisions by the Board of Patent Appeals and Interfer-
ences
L - NN I

(b) Should the Board of Patent Appeals and Interferences have
knowledge of any grounds not involved in the appeal for rejecting any
appealed claim, it may include in the decision a statement to that effect
with its reazons for o holding, which statement shall constitute a new
rejection of the claime. A new rejection shell not be considered finel for
puzposes of judiciel review. When the Bosgd of Patent Appeals and
Interferences makes a new rejection of en eppealed claim, the appellant
may exercise any one of the following two options with respect to the
new ground:

(1) The sppellsnt mey subgmit en epropriste emendment of the
claims so rejected or a showing of facts, or both, and have the matter
reconzidered by the examiner in which event the spplication will be
remendad to the exeminer. The statement shall be binding upon the
examiner unless an amendment or showing of facts not previously of
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record be made which, in the opinioa of the examiner, overcomes the
new ground for rejection stated in the decision. Should the exsminer
again reject the application the applicant may agein appeeal to the Board
of Patent Appeals and Interferences.

(2) The eppellant may have the case reconsidered under § 1.197(b)
by the Board of Patent Appeals and Interferences upon the same record.
The request for reexaminstion shall address the new ground for
rejection end state with particularity the points believed (o have been
misspprebended or overlooked in rendering the decision and also etate
all other grounds upon which reconsideration is sought. Whese request
for such reconsideration is made the Board of Patent Appeals and
Interferences shell reconsider the new ground for rejection and, if
necessary, render a new decision which shall include 2ll grounds upon
which & petent is refused. The decision on reconsiderstion is deemed
to incorporate the easlier decision, except for those portions specifi-
cally withdrewn on reconsideration, and is final for the purpose of
judicial review.

© 6 8 &6
(f) See § 1.136(b) for extensions of time to take sction under
this section.

Under 37 CFR 1.196(b), the Board may, in its decision on an
ex parie appeal, make 2 new rejection of one or more appealed
claims, in which case the appellant has the option of

(1) requesting reconsideration, or

(2) submitting an appropriate amendment of the rejected
claims, and/or a showing of facts.

(The appellant no longer has the option of &eating the
rejection as final and immediately appealable.)

(1) REQUEST FOR RECONSIDERATION

A request for reconsideration by the Board must be filed
within one month from the date of the decision, the period set by
37 CFR 1.197(b). By proceeding in this manner the appellant
waives his or ber right to further prosecution before the exam-
iner. In re Greenfield, **5 USPQ 474 >(CCPA 1930)<.

However, an appellant’s réquest for reconsideration accom-
panied by an affidavit containing a showing of facts to be added
to the record does not afford reconsideration by the Boasrdas a
matter of right under 37 CFR 1.196(b). The Board has authority
to remand the application to the examiner and the examiner has
authority to consider a new showing of facts following a new
rejectionby the Board and withdraw the Board’ s rejectionbased
on the appellant’s affidavit and accompanying remasks. In such
an instance, the examiner also has authority 0 make any
appropriate new rejection under 37 CFR 1.198 with the group
disector’s approval.

(2) SUBMISSION OF AMENDMENT OR SHOWING OF
FACTS

If the appeliant elects to proceed before the examiner, be or
she must take such action within the period for response set in
the Board’ s decision, which may not exceed six months from the
Board’sdecision. See In re applicationfiled July 13, 195021693
0G. 136, 1955 C.D. 3 »(Comm'r Pat. 1955)<. A shortened
period for response of two months ordinarily is set in the
Board’s decision. Fee extension under 37 CFR 1.136(2) is not
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available 10 extend the period, 37 CFR 1.196(f). A rejection
under 37 CFR 1.196(b) in effect nullifies the final rejection and
reopens the prosecution of the subject matter of the claims so
rejected by the Board. v

The appellant mmay amend the claims involved, or substitute
new claims t0 avoid the art or reasons adduced by the Board. Ex
parie Burrowes, >110 0.G. 599,<1904 C.D. 155 **>{(Comm'r
Pat. 1904)<. Such amended or new claims must be directed to
the same subject matter as the appealed claims, Ex parte
Comstock, >3170.G.4,<1923 CD. 82 **>(Comm'r Pat. 1923)<.
The appellant may also submit a showing of facts under 37 CFR
1.131 or 1.132, as may be appropaiate.

Argument without either amendment of the claims so re-
jected or the submission of a showing of facts can result only in
a final rejection of the claitns, since the examiner is without
authority to allow the claims unless amended or unless the
rejection is overcome by a showing of facts not before the
Board. The new ground of rejection raised by the Board does not
reopen the prosecution except as to that subject matier to which
the new rejection was applied.

If the examiner does not consider that the amendment and/
or showing of facts overcome the rejection, he or she will again
reject the claims; if appropriate, the rejection will be made final.

37 CFR 1.196(bX1), as amended, adds the following sen-
teace as the penultimate sentence of the section:

Should the examiner sepeat the rejection the epplicant may
apuin sppeal to the Board of Patent Appeals and Interferences.

An applicant in whose application such a final rejection has
been made by the examiner may mistakenly believe that he or
she is entitied to review by the Boasd of the rejection by virtue
of the fact that the application was previously onappeal. 37 CFR
1.196(b) now makes it clear that after such a final rejection, an
applicant who desires further review of the matter must file a
new appeal to the Board. The language of 37 CFR 1.196(b) is
similar to the fourth sentence of 37 CFR 1.196(d). Such an
appeal from the subsequent rejection by the examiner will be an
eatirely new appeal involving a different ground and will
require a new notice of appeal and the payment of another fee.

In accordance with 37 CFR 1.196(f), the time periods for
requesting reconsideration of the Board's new rejection under
37 CFR 1.196(b), or for submitting an amendment or showing
of facts, may not be extended by the filing of a petition and fee
under 37 CFR 1.136(a), but only under the provisions of 37 CFR
1.136(b).

1214.03 **Reconsideration [R-13]

37 CFR 1.197. Action following decision.
LR BN

{b) A single request for reconsideration or modificetion of the
decision, mey be made if filed within one month from the date of the
original decision, unless >the original<® decision is 8o modified >by
the decision on reconsideration< ss to become, in effect, & new
decision, and the Boasd of Patent Appeals and Interferences so states.
>The request for reconsideration shall state with perticularity the
points belisved to have been misapprehended or overlooked in rendes-
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ing the decision snd aleo state all grounds upon which reconsideration
is sought. See 37 CFR 1.136(b) for extensions of time for secking

reconsideration.<
| B NN B ]

>37CFR 1.197(b) provides that any request for reconsidera-
tion must specifically state the points believed to have been
misapprehended or overlooked in the Board's decision. Experi-
eace has shown that many requests for reconsideration are
nothing more than reasgument of appellant's position on appeal.
The rule now limits reguests to the points of law or fact which
appellant feels were overlooked or misapprehended by the
- Board.

The one-month pesiod provided by 37 CFR 1.197(b) for
filing a request for reconsideration can only be extended under
the provisions of 37 CFR 1.136(b).<

All copies of references in the file wrapper should be

For extension of time to appeal to the Court of Appeals for
the Federal Circuit or commence a civil action under 37 CFR
1.304(a), see MPEP § 1002.02(n).

. Forrequests for reconsideration by the examiner see MPEP
§ 1214.04.

1214.04 Examiner Reversed [R-14]

A complete reversal of the examiner’s rejection brings the
case up for immediate action by the examiner.

The examiner should never regard such a reversal as a

challenge to make & new search to uncover other and better
references. This is pasticularly so whese the application has
meanwhile been wransferved or assigned o an examiner other
than the one who finally rejected the claims. The second
examiner should give full faith and credit to the prior examiner's
search.
If the examiner has specific knowledge of the existence of a
particular reference or references which indicate non-patenta-
bility of any of the appealed claims as to which the examiner was
reversed, beoe she should subsmit thematter to the group director
for authorization to reopen prosecution under 37 CFR 1.198 for
the purpose of entering the new rejection. Note MPEP §
1002.02(c), item 2, and MPEP § 1214.07. The group director’s
approval is placed on the action reopening prosecution.

The examiner may request reconsidesation of the Board
decision. Such a request should normally be made within one
month of the receipt of the Board decision in the group. The
group directos’ s secretary should thegefore date stamp all Board
decisions upon receipt in the group.

All requests by the examiners o the Board for reconsidera-
tion of a decision, must be approved by the group director and
must also be forwarded (o the Office of the * Assistant Commis-
sioner for Patents for approval before mailing.

The request should set a period of one month for the
appellant (o file a reply.

If approved, the Office of the *Assistant Commissioner for
Patents will mail a copy of the request for reconsideration to the
appellant. After the period set for appellant to file a reply (plus
mailing time) has expired, the application file will be forwarded
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to the Board.

1214.05 Canceliation of Withdrawn Claims

Where an appellant withdraws some of the appealed claims,
and the Board reverses the examiner on the remaining appealed
claims, the withdrawal is treated as an authorization to cancel
the withdrawn claims. It is not necessary to notify the appellant
of the cancellation of the withdrawn claims.

1214.06 Examiner Sustained in Whole or in Part
[R-14]

37 CFR 1.197. Action following decision

reeReEs

(c) Termination of proceedings.

Proceedinge are considered (erminated by the dismissel of an
sppeal or the fuilure to timely file an appesl to the court or a civil action
( § 1.304) except: (1) where claims stand allowed in en application or
(2) where the natuge of the decision requires further action by the
examiner. The date of terminstion of proceedings is the date on which
the appesl is diemissed or the date on which the time for eppeal to the
court or review by civil action ( § 1.304) expires. If an appeal to the
court or & civil action bez been filed, proceedings are considered
terminated when the appeal or civil ection is terminated. An eppesl to
the U.S. Courtof Appeals for the Federal Circuitis terminated when the
mandate isreceived by the Office. A civil actionis terminated when the
time to eppeal the judgment expires.

The time for seeking review of a decision of the Board by the
Court of Appeals for the Federal Circuit oe the District Court is
the same for both tribunals, that is, two months, or two months
with the extension provided by 37 CFR 1.304 in the event a
request for reconsideration is seasonably filed before the Board,
or as extended by the Commissioner. See MPEP § 1216. When
the time for seeking court review (plus two weeks to allow for
information as to the filing of an appeal or civil action, if any, to
reach the examiner) has passed without such review being
sought, the examiner must take up the case for coasideration.
The situations which can arise will involve one or more of the
following six circumstances:

A. No claims stand allowed. The proceedings in the applica-
tion are terininated as of the date of the expiration of the time for
filing court action. The application is no longer considered as
pending. It is to be stamped abandoned and seat to abandoned
files,

Claims indicated as allowable prior to appeal except for their
dependency from rejected claims will be treated as if they were
rejected. The following examples illustrate the appropriate
approach to be taken by the examiner in various situations:

1. If the Board affirms arejection of claim 1 and claim 2 was
objected to prior to appeal as being allowable except for its
dependency from claim 1**>, the< examiner should hold the
application abandoned.

2.*]f the Board or court affinns a rejection against an
independent claim and reverses all rejections against a claim
dependent thereon, be examiner, after expiration of the period
for further appeal, should proceed in one of two ways:
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a. Convert the dependent claim into independent form by
examiner's amendment, cancel all claims in which the rejection
was affirmed, and issue the application; or

b. Set a2 one-month time period in which appellant may
rewrite the dependent claim(s) in independent form. Extensions
of timeunder 37 CFR 1.136(2) will notbe permitied. If no timely
response is received, the examiner will cancel all rejected and
objected to claims and issve the case with the allowed claims
only.

The following language may be used where appropriate:

Clsim(s) . is/are incomplete because the cleim(s) on
which itthey depend(s) from bas/bave been cancelled by the
examiner in sccordance with MPEP 1214.06. Applicant is
given a one month time limit from the date of this letter in
which to present claim(s) in independent form. No
extensions of time under 37 CFR 1.136(e) will be grented.

Feilure to comply with this deadline will result in cancellation

of claim(s) ... and this epplicetion will be:

i. ellowed with claim(s) (if other cleims are allowed), or

ii. ebandoned (if there are oo allowed claims).

B. Claims stand allowed, The appellant is notrequired tofile
aresponse, The examiner takes the case up and passes it to issue
on the claims which stand allowed. A red ink line should be
drawn through the refused claims and the notion “Board Deci-
sion “ written in the margin in red ink.

> If the Board affirms a rejection of claim 1, claim 2 was
objected to prior o appeal as being allowable except foe its
dependency from claim 1 and independent claim 3 is allowed,
the examiner should cancel claimns 1 and 2 and issue the
application with claim 3 oaly.<

If uncorrected matters of form which cannot be handled
without written correspondence remain in the case, the exam-
iner should ke appropeiate action but prosecution is otherwise
closed. Note subsection A of this section for bandling of claims
dependent on rejected claims. A letier such as set fogth in Form
Paragraph 12.20 is suggested:

§ 12.20 Period for seeking coust veview kas lapsed

The period for seeking coust review of the decision by the Bousd
of Patent Appeals and Interferences rendered [1] bes expised and no
further ection hes been taken by applicant. The proceedings az to the
rejected claims are considered terminated; see 37 CFR 1.197(c).

The spplication will be passed to issue oa allowed claim [2})
provided the following formasl maetters are prompily cosrected: [3]
Prosecution is otherwise closed.

Ezeminer Note:
In bracket 1, enter the date of the decision.
In bracket 2, identify the allowed claims.

(Setathisty day Shortened Statutory period forresponse.) ¥

C. Claims require action. If the decision of the Board is an
affirmance in part and includes a reversal of a rejection that
brings certain claims up for action on the merits, such as a
decision reversing the rejection of generic claims in a case
containing claims (o nonelected species not previously acted
upon, the examiner will take the case up for appropriate action
on the matters thus brought up, but the case is not considered
open to further prosecution except as to such mattess,

Rev. 14, Nov. 1992

MANUAL OF PATENT EXAMINING PROCEDURE

D. 37 CFR 1.196(b) rejection. Where the Board makes a
new rejection under 37 CFR 1.196(b) and no action is taken with
reference thereto by appellant within six months, or such
shortened time period as may be set in the Board's decision, the
examiner should proceed in the manner indicated for situations
A B,xC, dependmgonwhichisappropdatetothemse See
MPEP § 1214.01.

If the Board affirms the examiner’s rejection, but also enters
a new ground of rejection under 37 CFR 1.196(b), the subse-
quent procedure depends upon the action taken by the appellant
with respect to the 37 CFR 1.196(b) rejection.

(1) If the appellant elects to request reconsideration of the
pew rejection, see MPEP § 1214.01, part (1), the request for
reconsideration of the new rejection and of the affirmance must
be filed within one month from the date of the Board's decision.

(2) If the appellant elects to proceed before the examiner
with regard (o the new rejection, see MPEP § 1214.01, part (2),
the Board's affirmance will be treated as non-final, and no
request for reconsideration of the affirmance need be filed at that
time, Once prosecution of the claims which were rejected under
37 CFR 1.196(b) is terminated before the examiner, the appli-
cation file must be returned to the Board so that the appeal can
be dismissed, or so that a decision making the original affir-
mance final can be eniered, depending on the circumstances.
The time foe filing a request for reconsideration or seeking court
review runs from the date of the decision by the Board making
the original affirmance final. See MPEP § 1214.03 and 1216.

E. 37 CFR 1.196(d) recommendation. Whege the Board
makes arecommendation under 37 CFR 1.196(d) and no action
is taken with reference thereto by the appellant within the time
permitied for court review, ordinasily two months from the date
of the decision, the examiner should proceed in (he manner
indicated for simations A, B, or C, depending on which is
appropriate to the case. See MPEP § 1213.01.

F. Appeal dismissed. Wheze the appeal has been dismissed
for failure 10 asgue a ground of rejection involving all the
appealed claims see MPEP § 1215.04.

The practice under sitmations A, B, and C is similar to the
practice afier a decision of the court outlined in MPEP §
1216.01.

In view of the above practice, examiners must be very
careful that applications which come back from the Board are
not overlooked because every case, except those in which all
claims stand rejected after the Board's decision, is up for action
by the examiner in the event no court review has been sought.
Consequently, when a file is received afier decision by the
Board, it must be examined and appropriate precautions taken
to indicate the presence of allowed claims, if any. This may be
done by writing the notation “Allowed Claims “ or “Rejection
Reversed “ on the “Contents “ page of file wrapper immediately
below endorsement “Decision by Board “.

See MPEP §* 1216.01 and >8< 1216.02 for procedure
where court review is sought.
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1214.07 Reopening of Prosecution [R-9]

37 CFR 1.198. Reopening afier decision.

Cases which have been decided by the Board of Patent Appeals and
Interferences will not be reopened or reconsidered by the primary
examiner, except under the provisions of § 1.196, without the written
authority of the Commissioner, and then only for the consideration of
matters not alveady adjudicated, sufficient cause being shown.

Sometimes an amendment is filed after the Board’s decision

- which does not carry into effect any recommendation made by
the Board and which presents anew of amended claim or claims.
In view of the fact that the prosecution of the case is definitely
closed, the appellant clearly is not entitled to have such amend-
ment entered as a matier of right. However, if the amendment
obviously places the case in coadition for allowarice, the pri-
mary examiner should endorse on the amendatory paper a
recommendation that the amendment be admitted, and with the
concurrence of the group director, the amendment will be

_ entered. Note MPEP § 1003, item 14.

Where the amendment cannot be entered, the examiner
should write to the appellant indicating that the amendment
cannot be entered and stating the reason why. The refusal should
never be made (0 appear arbitrary orf capricious.

Form Paragraph 12.19 should be used:

§ 12.19 Amendmens afier Board decision

The emendment filed [1] after s decision of the Board of Patent
Appesls and Interferences is refused entry under 37 CFR 1.116(c)
because prosecution is closed and te proposed claim(s) raise new
issues which require further considesation or seasch.

Ezsminer Note:

Identify the new izsues.

This paragreph is not (o be used in s response to 8 37 CFR 1.196(b)
rejection.

In the event that claims stand allowed in the case under the

conditions set forth in MPEP § 1214.06 (paragraph B), the case
-should be passed 1o issue.

Petitions under 37 CFR 1.198 to reopen or reconsider
prosecution of a patent application after decision by the Board
**, where no court action has beea filed, are decided by >the<
group director, MPEP § 1002.02(c), item 2.

The Commissioner also entertains petitions under 37 CFR
1.198 to reopen certain cases in which an appellant has sought
review under 35 U.S.C. 141 or 145. This procedure is restricted
to cases which have been decided by the Board and which are
amenable to settlement without the need for going forward with
the coust proceeding. Such petitions will ordinarily be granted
only in the following categories of cases:

1. When the decision of the Board asserts that the rejection
of the claims is proper because the claims do not include a
disclosed Limitation or because they suffer from some other
curable defect, and the decision reasonably is suggestive that
claims including the limitation or devoid of the defect will be
allowable;

2. When the decision of the Board assests that the rejection
of the claims is proper because the recosd does not include
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evidence of a specified character, and is reasonably suggestive
that if such evidence were presented, the appealed claims would
be allowable, and it is demonstrated that such evidence pres-
endly exists and can be offered; or

3. When the decision of the Board is based on apractice, rule,
law, or judicial precedent which, since the Board's decision, bas
been rescinded, repealed, or overruled.

Any such petition must be accompanied by the proposed
amendment, evidesce, or argument said to justify allowance of
the claims. The petition further must point out how the case falls
within one of the preceding categories. Failurs to do so or failure
of the case (o qualify as coming within one of the categories will
usually constitute basis for denying the petition. Inany event, no
case will be reopened unless it is for the consideration of matters
not already adjudicated, and sufficient cause has been shown.

Such petitions will not be ordinarily entertained after the
filing of the Commissioner’s brief in cases in which review has
been soughtunder 35U.S.C. 141, or after rialin 235 U.S.C. 145
case.
In the case of an appeal under 35 U.S.C. 141, if the petition
is granted, steps will be taken to request the court to remand the
case to the Patent and Trademark Office and if so remanded the
proposed amendments, evidence, and arguments will be entered
of record in the application file for consideration, and further
action will be taken by the Board in the first instance or by the
examiner as may be appropriate. In the case of civil action under
35U.S.C. 145, steps will be taken for obtaining dismissal of the
action without prejudice to consideration of the proposals.

1215 Withdrawal or Dismissal of Appeal
121501 Withdrawal of Appeal [R-13]}

Except in those instances where a withdrawal of an appeal
would result in abandonment of the application, an altorney not
of record in an application may file a paper under 37 CFR
1.34(a) withdrawing an appeal. In such instances where no
allowable claims appear in the application, the withdrawal of an
appeal is in fact an express abandonment and does not comply
with 37 CFR 1.138 except where a continuing application is
being filed on the same date.

Where, after appeal has been filed and before decision by the
Board, an applicant withdraws the appeal after the period for
response to the final rejection has expired, the application is to
be considered abandoned as of the date on which the appeal was
withdrawn unless there are allowed claims in the case.

Where a letter abandoning the application is filed in accor-
dance with 37 CFR 1.138, the effective date of abandonment is
the date of filing of such letter,

If abrief has been filed within the time permitted by 37 CFR
1.192 (or any extension thereof) and an answer mailed and
appellant withdraws (he appeal, the case is retumed to the
examines.

To avoid the rendering of decisions by the Board** in
applications which have already been refiled as continuations,
applicents should prompdy inform the clerk of the Board in
writing as soon as they have positively decided to refile or to
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abandon an application containing an appeal awaiting a deci-
sion. Failure toexercise appropriate diligence in this matter may
result in the Board's refusing an otherwise proper request (o
vacate its decision.

Applications baving no allowed claims will be abandoned.
Claims which are allowable except for their dependency from
rejected claims will be treated as if they were rejected. The
following examples illustrate the appropriate approach to be
taken by the examiner in various situations:

1. Claim 1 is allowed; claims 2 and 3 are rejected. The
examiner should cancel claims 2 and 3 and issue the application
with claim 1 only.

2. Claims 1 - 3 are rejected. The examiner should hold the

3. Claim 1 is rejected and claim 2 is objected 0 as being
allowable except for its dependency from claim 1, The examiner
should hold the application abandoned.

4. Claim 1 is rejected and claim 2 is objected (o as being
allowable except for its dependency from claim 1; independent
claim 3 is allowed. The examiner should cancel claims 1 and 2
and issue the application with claim 3 only.

1215.02 Ciaims Standing Allowed

If the application contains allowed claims, as well as claims
on appeal, the withdrawal of the appeal does not operate as an
abandonment of the application, but is considered a withdrawal
of the appeal as w those claims and authority to the examiner o
cancel the same. An amendment canceling the appealed claims
is equivalent to 2 withdrawal of the appeal.

121503 Partia® Withdrawal

A withdrawal of the appeal as to some of the claims on
appeal operates as a cancellation of those claims from the case
and the appeal continues as to the remaining claims. The
withdrawn claims will be canceled from an application by
disection of the examines when necessary without further action
by the applicant.

121504 Dismissal of Appeal [R-9]

If no brief is filed within the time prescribed by 37 CFR
1.192, the appeal stands dismissed by operation of the sule. The
letter (form PTOL-333) notifying the appellant that the appeal
stands dismissed is not an action in the case and does not start
any period for reply. If no claims stand allowed the application
is considered as abandoned on the date the brief was due, ** If
claims stand allowed in the application, the failure to file a brief
and consequent dismissal of the appeal is to be treated as a
withdrawal of the appeal and of any claim not standing allowed.
The application should be passed to issue fosthwith, Unless
appeliant specifically withdraws the appeal as torejected claims,
the appeal should not be dismissed until the extended period (4
months under 37 CFR 1.136(a)) to file the brief has expired.

Applications having no allowed claims will be abandoned.
Claims which are allowable except for their dependency from
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rejected claims will be treated as if they wese rejected. The
following examples illustrate the appropriate approach 0 be
taken by the examiner in various situations:

1. Claim 1 is allowed; claims 2 and 3 are rejected. The
examiner should cancel claims 2 and 3 and issue the application
with claim 1 only.

2. Claims 1 - 3 are rejected. The examiner should bold the
application abandoned.

3. Claim 1 is rejected and claim 2 is objected to as being
allowable except for its dependency from claim 1. The examiner
should bold the application abandoned.

4. Claim 1 is rejected and claim 2 is objected to as being
allowable except for its dependency from claim 1; independent
claim 3 is allowed. The examiner should cancel claims 1 and 2
and issue the application with cldim 3 oaly.

However, if formal matters remain to be attended to, the
examiner should take appropriate action on suchmatiers, setting
a shortened period for reply, but the application is to be consid-
ered closed to further prosecution except as to such matters. A
letter such as the following is suggested:

“In view of applicant’s failure to file a brief within the time
prescribed by 37 CFR 1.192, the appeal stands dismissed and the
proceedings as to the rejected claims are considered terminated;
see 37 CFR 1.197(c).

“This application will be passed to issue on claims (idensify)
which stand allowed provided the following formal matter(s) is
(are) corrected. Prosecution is otherwise closed.”

(Set out formal mater(s) requiring correction.)

(Set a thisty day shortened statutory period for response.)

1216 Judicial Review [R-14]

35 U.S.C. 141. Appeal 1o Cour of Appeals for the Federal Circuit.

An epplicant dissatisfied with the decision in an sppeel b the
Boad of Patent Appeals end Intesferences under section 134 of this
title may appesl the decision to the United States Coust of Appeals for
the Federal Circuit. By filing such an appeel the spplicant waives his
or ber right o proceed under section 145 of this tile. A pesty © a0
interference dissatisfied wilh the decision of the Board of Patent
Appeals snd Interferences on the interference may appeal the decision
to the Unilted States Court of Appeals for the Federel Circuit, but such
sppeel chell be dismissed if any edverse party (o such interference,
within twenty days after the appellant hes filed notice of appeal in
accordence with section 142 of this title, files notice with the Commis-
gioner that the pasty elects to heve ell further proceedings conducted as
provided in section 146 of this title. If the sppellent does not, within
thisty days efter filing of such notice by the adverse pasty, file & civil
sction under section 146, the decision appesled from shall govern the
fusther proceedings in the case.

35 U.S.C. 145. Civil action to obiain patent.

An applicant dissatisfied with the decision of the Board of Patent
Appeals and Inteeferences in en appesl under section 134 of this title,
may, unless sppeel has beentaken tothie United States Courtof Appeals
for the Federal Circuit, have remedy by civil action egainst the
Comunissioner in the United States District Coust for the District of
Columbia if conunenced within such time afier such decigion, not less
then sixty days, as the Commissioner eppoints. The court may adjudge
that such applicent is entitled to receive & patent for his invention, as
specified in any of bis claims involved in (he decision of the Boerd of
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Patent Appeals and Interferences, as the facts in the case may appear
and such adjudication shell authorize the Commissioner to issus such
petent on compliance with the requirements of law. Al the expenses of
the proceedings shall be paid by the applicent.

35 U.S.C. 146 Civil action in case of interference.

Any party to an interference dissatisfied with the decision of the
Board of Patent Appeals end Interfesences, may bave remedy by civil
action, if commenced within such time after such decision, notless then
sixty deys, s the Commissioner appoints or ss provided in section 141
of this title, unless be hes appealsd to the United States Coust of
" Appeals for the Federal Circuit, end such sppesl is pending or has been

decided. In such suits the record in the Petent and Tredemark Office
shall be admitted on motion of e¢ither perty upon the terms end
coaditions ¢s to coets, expenses, snd the further cross-exemination of
the witnesses a5 the court imposes, witbout prejudics to the right of the
parties to take further testimony. The tegtimony end exbibits of the
record in the Patent and Trademerk Office when admitied shall have the
sume effect as if originally taken and produced in the suit.
Such suit msy be instituted against the panty in interest a8 shown by
the records of the Petent and Tredemark Office & the time of the
. decision complained of, but any pesty in interest may become a pesty
to the action. If there be adverse perties residing in & plurality of districts
rot embeaced within the same state, or an sdverss pesty residing in a
foreign country, the United Statss District Count for the District of
Columbia chall have jurisdiction and may issve summons against the
edverse perties directed to the magshel of any district in which sny
adverse pasty resides. Summons sgainst adverse parties residing in
foreign countries may be served by publication o otherwise as the
coust directs. The Commissioncs shall not be & necsssary pasty but e
shall be notified of the filing of the suitby the clerk of the court in which
it is filed and shall bave the right (o intervens. Judgment of the court in
favor of the right of an epplicent to & patent shall euthorize the
Commissioner o issue such patent on the filing in ths Patent and
Teedemerk Office of 8 ceriified copy of the judgment and on compli-
ance with the requirements of law.

35U.5.C. 306 Appeal.

The petent owner involved in a reexamination proceeding vnder
this chapier mey appeal under the provisions of section 134 of this title,
ead mey seek court review under the provisions of sections 141 to 145
of this title, with respect to any decision adverse to the patentsbility of
any criginal or proposed emended or new claim of the paient.

37CFR 1.301 Appealto U.S. Count of Appeals forthe Federal Circuls.

Any applicent oz eny owner of ¢ patontinvolved in s resxemination
proceeding dissatisfied with the decision of the Boerd of Pateat
Appesls and Interferences, and any party to en interference dissatisfied
with the decision of the Board of Patent Appeals and Interfesences, may
appesl o the U.S. Coust of Appeals for the Federal Circuit. The
sppeliant must take the following steps in such en eppeal: (8) In the
Petont and Tredemark Office fils & written notice of eppeel disected o
the Commissioner (see §§ 1.302 and 1.304); end (b) in the Coust, fils
& copy of the notice of appeal and pay the fee for appeal, a3 provided
by the sules of the Count.

37 CFR 1.303. Civil action under 35 U.S.C. 145, 146, 306.

(8) Any spplicant of eny owner of & patent involived in & ressami-
nation proceeding dissatisfied with the decision of the Board of Patant
Appeais and Interferences, and any pasty dissatisfied with the decision
of the Board of Patent Appeels and Intesferences, moy, instead of
appealing to the U.S. Court of Appesls for the Federal Circuit ( §
1.301), bave semedy by civil action uader 35 U.S.C. 145 or 146, &
appropriste. Such civil action must be commenced within the time
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specified in § 1.304.

(b) I en applicent in an ex paste case or an owner of & patent
involved in aresxeminsation proceeding has teken an appeel to the U.S.
Couzt of Appeals for the Federal Circuit, be or she thereby waives his
or ber right to proceed vader 35 U.S.C. 145,

(c) If eny adverse party to en appeal taken to the U.S. Coust of
Appeals for the Federal Circuit by a defeated pesty in en interference
proceeding files notice with the Commissioner within twenty days
after the filing of the defeated party's notice of appeal to the court (§
1.302), thet be or ehe elects to bave ell further procesdings conducted
as provided in 35 U.S.C. 146, the notice cf election must be served as
provided in § 1.646.

37 CFR 1.304. Time for appedl or civil action.

(a) The time for filing e notice of gppeal to the U.S. Court of
Appeals for the Federal Circuit { § 1.302) or for commencing a civil
action ( § 1.303) is two moaths from the dats of the decision of the
Boerd of Putent Appeels and Interferences. If arequest for reconsidere-
tion or modification of the decision is filed within the time provided
vnder § 1.197(b) o § 1.658(b), the time for filing en sppeal or
commencing e civil action shall expire two months efter action o the
request. In interferences, the time for filing a cross-appeal or cross-
sction expires (1) 14 daye afier service of the aotice of eppesl of the
summons and compleint or (2) twe months efier the date of decision of
the Board of Petont Appeels and Intesferences, whickever is later. The
tims periods set forth in this section are not subject to the provisions of
§6 1.136, 1.550(c) or § 1.645(g) oz (b). The Commissioner may extend
the time fos filing en eppesl or commencing o civil action (3) for good
cause shown if requasted in writing before the expirstion of the period
for filing an eppeal or commencing & civil ection, or (4) upon written
request afier the enpiretion of the period for filing an appeal or
commencing a civil ection upon e showing thet the feilure to act wes the
result of excuseble neglect. The certificete of meiling procedure of
§ 1.8 is not aveilable for filing & notice of appesl or cross-appesl, See
§ 1.8(a)(2)in).

(b) The times epecified in this eection in days are calepder daye.
The times specified berein in months e calendor months except that
one dey shall be edded to eny two-month period which includes
February 28. If the lest day of the time specified for appesl or
commencing e civil action fells on a Setwrday, Sunday or Federal
bolidey in the District of Columbie, the time is extended to the next day
which is neither 8 Saiurday, Sunday noe a Federel boliday.

(c) If a defested party (o en interference has taken &a eppeal to the
U.8. Coust of Appeals for the Federal Circuit and an adverse party hes
filed notice under 35 U.8.C. 141 electing to bave all further proceed-
ings conducted under 35 U.S.C. 146 ( § 1.303(c)), the time for filing a
civil ection thereafior is specified in 35 U.8.C. 141. The time for filing
a cross-action expires 14 daye afier service of the summons and
complaint. The certificuts of mailing practice of § 1.8 is not availeble
for filing & notice of eppeal or croes-eppeal. Seo § 1.8(a)(2)(vii).

EX PARTE AND REEXAMINATION PROCEEDINGS

The applicant in an ex parte proceeding or the owner of a
patent involved in a reexamination proceeding who is dissatis-
fied with a decision of the Boasd may seek judicial review either
by an appeal to the U.S, Court of Appeals for the Federal Circuit
(35 US.C. 141, 306; 37 CFR 1.301) or by a civil action in the
U.S. District Coust for the District of Columbia (35 U.S.C. 145,
306; 37 CFR 1.303(a)). By filing an appeal to the Federal
Circuit, the applicant in an ex parte case or the owner of a patent
involved in a reexamination proceeding waives the right to seek
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judicial review by a civil action under 35 U.S.C.145. 37 CFR
1.303(b).

INTERFERENCE PROCEEDINGS

Any party 0 an interference who is dissatisfied with a
decision of the Board may seek judicial review either by an
appeal to the Federal Circuit (35 U.S.C.141; 37 CFR 1.301) or,
ifno 35 U.S.C. 141 appeal is pending or has been decided, by a
civil action in an appropriate district court (35 U.S.C. 146; 37
CFR 1.303(a)). Fusthermore, a 35 U.S.C. 141 appeal to the
Federal Circuit by a dissatisfied party in an interfesence will be
dismissed if any adverse party in the interference, within twenty
(20) days after the appellant bas filed a notice of appeal accord-
ing to 35 U.S.C. 142, files notice with the Commissioner that
such adverse party elects to have all further proceedings con-
ducted in accordance with 35 U.S.C.146. 35 U.S.C. 141; 37
CFR 1.303(c). If, within thirty (30) days after filing of such
notice of election by an adverse party, the appellant does notfile
a civil action under 35 U.S.C.146, the decision appealed from
shall govern the further proceedings in the case. 35 U.S.C. 141.
Copies of such notice of election, which must be served as
provided in 37 CFR 1.646, will be transmitted by the Solicitor
to the Federal Circuit for such action as may be necessary, 37
CFR 1.303(c).

TIME FOR FILING NOTICE OF APPEAL OR
COMMENCING CIVIL ACTION

The time for filing a notice of a 35 U.S.C. 141 appeal (o the
Federal Circuit or for commencing a civil action under 35
U.8.C.145 or 146 is within two months of the Board's decision.
37 CFR 1.304(a). Howeves, if a request for reconsideration or
modification of the Board's decision is filed within the time
provided under 37 CFR 1.197(b) (ex parte appeals) or 37 CFR
1.658(b) (inter partes appeals), the time for filing @ notice of
appeal (o the Federal Ciscuit or for commencing a civil action
expires twomonths afier a decision on arequest for reconsidera-
tion or modification. 37 CFR 1.304(a).

These two-month periods meet the sixty-day requirement of
35 US.C. 142, 145 and 146 except for time periods which
include Febsuary 28. In ceder to comply with the sixty-day
requirement, 37 CFR 1.304(b) provides that an additional day
shall be added 1o any (wo-month period for initiating review
which includes February 28. Appeals will always be umely if
the judicial seview is initiated within two months of the final
decision,

The times specifiedin 37 CFR 1.304 are calendas days, If the
last day of the time specified for appeal or commencing a civil
action falls on a Saturday, Sunday or 8 Federal boliday in the
District of Columbia, the time is extended to the nextday which
is neither a Saturday, Sunday nor a Federal holiday. 37 CFR
1.304(b).
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TIME FOR FILING CROSS-APPEAL OR CROSS-
ACTION

v« 37 CFR 1.304(2) *specifies that the time for filing a cross-
appeal or commencing a cross-action expires (1) fourteen days
afier service of the notice of appeal or the summons and
complaint or (2) two months after the decision o be reviewed,
whichever is later,

#%37 CFR 1.304(a) ®>also< provides that the time for filing
across-action expires 14 days after service of the summons and
complaint, The district court will determine whether any cross-
action was timely filed since neither the complaint noe cross-
action is filed in the Patent and Trademark Office.

EXTENSION OF TIME TO SEEK JUDICIAL REVIEW

In37CFR 1.304(a), the Office bas adopted a standard which
is similar ¢ the standard used in the Federal courts for granting
extensions. Under the rule, the Commissioner may extend the
time (1) for good cause if requested before the expiration of the
time provided for initiating judicial review or (2) upon a
showing of excusable neglect in failing to initiate judicial
review if requested after the expiration of the time period, This
standard is applicable once the "last” decision, i.e., either the
decision (in circumstances where no timely reconsideration is
sought) or the decision on reconsideration, of the Board in en ex
parteappeal or interference bas been entered. Extensions of time
under 37 CFR 1.136(b) and 1.550(c) and fee extensions under
37CFR 1.136(a) are **>not< available to extend the time for the
puspose of judicial review once a decision or a decision on
reconsideration has been entered. 37 CFR 1.304(a) states that
the provisions of 37 CFR 1,136 and 1.550(c) are not available
to extend the time to initiate judicial review.

Requests for extension of ime to seek judicial review under
37 CFR 1.304 should be addressed as follows:

Box 8, Attention The Solicitor

Commissioner of Patents and Trademarks

Washington, D.C. 20231

" Requests may also be hand carried to the Office of the
Solicitor,

APPLICATION UNDER JUDICIAL REVIEW

The administrative file of an application under judicial
seview, even though casried 10 a coust, will not be opened io the
publicby the Patent and Trademark Office, unlessitis otherwise
available tw the public under 37 CFR 1.11.

During judicial review, the involved application o reexami-
nation is not under the jurisdiction of the examines or the Boasd,
unless remanded to the Patent and Trademask Office by the
court, Any amendment, such as one copying claims from &
patent for intesference purposes, can be admisted only undes the
provisions of 37 CFR 1.198. See MPEP § 1214.07.
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SERVICE OF COURT PAPERS ON THE
COMMISSIONER

Rule 5(b) of the Federal Rules of Civil Procedure provides
in pertinent part:

Whenever under thess rules service is required or permit-
ted to be made upon & perty representsd by an stiorney the
service shall be made upon the attorney unless service upon the
perty himself is ordered by the court. Service upon the atiorney
. .. shell be meade by delivesing a copy to him or by mailing it
to bim ot his 1sst known eddgess . . . .

Similarly, Rule 25(b) of the Federal Rules of Appellate
Procedure peovides that “[s)ervice on @ party represented by
counsel shatl be made on counsel.”

Accordingly, all service copies of papers filed in count
proceedings in which the Commissioner of Patents and Trade-
marks is a party must be served on the Solicitor of the Patent and
Trademark Office. Service on the Solicitor may be effected in

- ¢ither of the following ways:

1. By hand between 8:30 AM. and 5:00 PM. at the Office
of the Solicitoe.

2. By mail in an envelope addressed as follows:
Office of the Solicitor
P.O. Box 15667

Aslington, VA 22215

While the above mail service address may be supplemented
to include the name of the pasticulsr sttomey assigned (o the
court case, it must pog be supplemented © refer to either the
Commissioner of Patents and Trademasks or the U.S. Patentand
Trademark Office.

Any court papers mailed (o an address other than the above
mail service address or delivered by hand o the Patent and
Trademark Office are deemed (o have been served on the
Commissioner when actally received in the Office of the
“Solicitor.

The above mail service address should not be used for filing
anotice of appeal to the Federal Circuit, See MPEP § 1216.01.

Nor should the above mail sesvice address be used for non-
court papers, i.e., papers which are intended to be filed in the
Patent and Trademark Office in connection with an application
or other proceeding pending in the Patent and Trademark
Office. ANY NON-COURT PAPERS WHICH AREMAILED
TO THE ABOVE MAIL SERVICE ADDRESS WILL BE
RETURNED TO THE SENDER. NO EXCEPTIONS WILL
BE MADE TO THIS POLICY.

1216.01 Appeals to the Federal Circuit [R-14)

35U.8.C. 142. Notice of appeal.

When an appeal is taken to the United Statee Court of Appeals for
the Federal Circuit, the appellant shell file in the Patent and Trademark
Office a writien notics of appeal directed to the Commissioner, within
such time afier the date of the decision from which the appesl is taken
as the Commissioner prescribes, bui in no case less than elxty days,

1200-29

1216.01
after that date.

38 U.S.C. 143. Proceedings on appeal.

With respect o an sppeal described in section 142 of this title, e
Commissioner ehell tranamit to the Unitad States Courtof Appeals for
the Federal Circuit a certified list of documents comprising the recond
in the Patent end Trademark Office. The coust may request that the
Commissioner forward the original or certified copies of such docu-
ments during pendency of the appeal. In an ex parte case, the Commis-
sioner ehell submit to the coust in writing the grounds for the decision
of the Petent and Trademark Office, sddressing oll the issues involved
in the eppesl. The court ehall, before bearing en appeal, give notice of
the time and place of the beesing (o the Commissioner snd the perties
in the appeal.

38 U.S.C. 144, Decision on appeal.

The United States Count of Appaals for the Federal Circuit ehall
review the decigion from which en appesl is takien on the record before
the Patent end Tredemark Office. Upoan lis determinetion the courtshail
iseus its mandate end opinica, which shall be entsred of record in the
Petent and Tredemask Office end shell govern the fusther proceedings
in the case.

37 CFR 1.302. Netice of appeal.

(2) When en eppeal is taken to the U.S, Coust of Appeals for the
Federal Circuit, the appellent shall give notice thereof o the Commis-
sioner within the time specified in § 1.304,

(b) In interferonces, the notics must be served ag provided in §
1.646.

(c) A rotice of eppeal, if meiled to the Office, ehall bs addressed as
follows: Box 8, Commissiones of Petents and Trademarks, Weshing-
ton, DC 20231.

Filing an appeal to the Federal Circuit requires that the
applicant, the owner of a patent involved in & reexamination
proceeding, of & party (o an interference proceeding, (1) filein
the Patent and Trademark Office a written notice of appeal (35
U.S.C. 142) directed to the Commissioner and (2) file with the
Clerk of the Federal Circuit a copy of the notice of appeal and
pay the *>docket< fee for the appeal, as provided by Federal
Circuit Rule 52. 37 CFR 1.301.

For a notice of appeal to be considered timely filed in the
Patent and Trademark Office, it must (1) actally reach the
Patent and Trademask Office within the time specified in 37
CFR 1.304 (including any extensions) or (2) be mailed within
the tisne specified in 37 CFR 1.304 (including any extensions)
by “Expeess Mail” in accordance with 37 CFR 1.10.

A certificate of mailing under 37 CFR 1.8 canpot be used for
the puspose of effecting “filing” of a notice of an appeal (o the
Federal Circuit. In re Thrifty »Corp.<, 231 USPQ 560
(*>Comm‘re Pat. 1986), mandamus denied mem., Misc. No.
137 (Fed. Cis. Nov. 21, 1986) (unpublished). Thus, & notice of
appeal mailed to the Patent and Trademark Office prioe (o the
due date with a certificate of mailing under 37 CFR 1.8 will not
be considered tdmely unless it reaches the Patent and Trademark
Office by the due date.

A Notice of Appeal to the Federal Circuit should pog be
mailed o the Commissioner, the Board or the examiner. Nor
should it be mailed to the Solicitor's mail service address for
court papers, given in MPEP § 1216. Instead, it should be filed
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in the Patent and Trademark Office in any one of the following
ways:

1. By mail addressed as follows, in which case the notice of
appeal must actually reach the Patent and Trademark Office by
the due date:

Box 8

Commissioner of Patents and Trademarks
Washington, D.C. 20231

Attention: Office of the Solicitor

2. By “Express Mail” (U.S. Postal Service only) under 37
CFR 1.10 addressed as follows, in which case the notice of
appeal is deemed filed on the date of the Express Mail certifi-
cate:

Box 8

Commissioner of Patents and Trademarks
Wasbington, D.C. 20231

Auention: Office of the Solicitor

3. By hand to the Office of the Solicitor.

A copy of the notice of appeal and the *>docket< fee should
befiled with the Clesk of the Federal Circuit, whose mailing and
actual address is:

U.S. Court of Appeals for the Federal Circuit
717 Madison Place, N.W,
Washingion, D.C. 20439

The Solicitor, prior 1o a decision by the Federal Circuit, may
request that the case be remanded (o the Patent and Trademark
Office and prosecution reopened. See MPEP § 1214.07,

OFFICE PROCEDURE FOLLOWING DECISION BY THE
FEDERAL CIRCUIT

Afiter the Federal Circuit has beard and decided the appeal,
an uncertified copy of the decision is sent to the Patent and
Tradethark Office and o the appellant and appellee (if any).

In due course, the Clerk of the Federal Circuit forwards o
the Patent and Trademark Office a certified copy of the court’s
decision. This cestified copy is known as the “mandate.” The
mandate is entered in the file of the application, seexamination
or intesference which was the subject of the appeal, The date of
receipt of the mandate by the Patent and Trademark Office
marks the conclusion of the appeal, i.c., the “termination of
proceedings” as that term is usedin 35 U.S.C, 120, see *37CFR
1.197(c), or "termination of the interference"” as that term is used
in 35§ U.S.C. 135(c).

The Federal Circuit’'s opinion may or may not be
ssprecedentiale, Whether or not the opinion is *>precedentiale,
the Patent and Trademark Office will not give the public access
to the administrative secord of an involved application, or 1o the
file of an interference, uniess it is otherwise available © the
public under 37 CFR 1.11. However, since the courtrecord in a
35U.8.C. 141 appeal generally includes a copy of at least pan
of the application, such may be inspected at the Federal Circuit,
In re Mosher, 248 F.24 956, 115 USPQ 140 (CCPA 1957).
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In en ex parie appeal, afier the mandale is entesed in the
application or reexamination file, the file is then retumed to the
appropriate Patent and Trademask Office official for further
peroceedings consistent with the mandate. See MPEP § 1214.06
for bandling of claims dependent on rejected claims.

1.AlLclai iected

If all claims in the case stand rejected, proceedings in the
case are considered terminated on the date of receipt of the
Federal Circuit’s mandate. Because the case isno longer consid-
ered pending, itis oedinarily not open to subsequent amendment
and peosecution by the applicant. Continental Can Company v.
Schuyler, 326 F. Supp. 283, 168 USPQ 625 (D.D.C. 1970).
However, exceptions may occur where the mandate clearly
indicates that further action in the Patent and Trademark Office
is to be taken in accordance with the Federal Circuit's opinion.

2. Someclaims allowed,

Where the case includes one or more allowed claims, includ-
ing claims allowed by the examiner prior to appeal and claims
whose rejections were reversed by either the Board or the coust,
the proceedings are considered terminated only as to any claims
which still stand rejected. Itis not necessary for the applicant or
patent owner to cancel the rejecied claims, since they may be
canceled by the examiner in an examines's amendment or by an
appeopriate notation in the margin of the claims, W avoid
confusion of the printer. Thus, if no formal matters remain (o be
attended 1o, the examiner will pass the application to issue
fortbwith on the allowed claims or, in the case of a reexaming-
tion, will issue a “Notice of Intent to Issue a Reexamination
Certificate and/or Examines's Amendment.” See MPEP § 2287,

If formal matters remain to be atended (o, the examiner
promptly should take appropriate action on such matters, such
as by an examines's amendment or by an Office action setting
230 day shortened period for reply, However, the application or
reexamination proceeding is considered closed to fusther prose-
cution except as to such matters,

3. Remand,

Where the decision of the court brings up for action on the
merits claims which wege not peeviously considered on the
merits, such as a decision reversing arejection of generic claims
in a case containing claims to non-¢lected species, the examiner
will take the case up for appropriate action on the matters thus
brought up, but the case is not considered open w further
prosecution except as to such maters,

4.
In sare situations it may be necessary to reopen prosecution
of an application after 8 decision by the Fedesal Circuit, Any
Office acton proposing to reopen prosecution after a decision
by the Federal Circultmustbe forwarded to the “>Office of thee
Assistant Commissiones for Patents for writien approval, which
will be indicated on the Office action,
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particular circumstances the appeal also may be dismissed by
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1216.02 Civil Suits Under 35 U.S.C. 145 [R-13]

. A3SUSC l4$civilwﬁouiscommedbyﬁliuga
complaint in the U.S. District Coust for the District of Columbia
within the time specified in 37 CFR 1.304 (soe MPEP § 1216).
Furthesmore, copiles of the complaint end summons must be
served in a tiznely manner o the Solicitor, he U.S. Auorney for
the Districtof Columbia end the Attorney General in the manner
set forth in Rules 4(d)(4) and 4(d)X((5) of the Federal Rules of
Civil Procedure. Regarding timely service, see Walsdorf v.
Commissioner, 229 USPQ 559 (D.D.C. 1986) and Hodge v.
Rostker, SO1 F, Supp. 332 (D.D.C. 1980). When a350.8.C. 145
civil action is filed, a notice thereof is placed in the application
of reexamington file, which ordinerily will be kept in the
Solicitoe’s Office pending weemination of the civil acton,

In @ action under 35 U.S.C. 148, the plaindff may introduce
evidence not previously pregented 10 the Patent and Trademark
Office. But plaintiff will be precluded from presenting new
issues, at least in the ebgence of some reason of justice put
foeward for fallure (o present the issue to the Patent and
Trademark Office. DeSeversky v. Breaner, 424 F.24 857, 858,
i64 USPQ 495,496 (D.C. Cir. 1970); MacKayv. Quigg, 641 F.

1200 - 31
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“Teadentark Office as a result of fraud, bad (aith, or gross
negligence. DeSeversky, 424 F.2d 8t 858n.5, 164 USPQat496

u.S; CaquommkemrchCarp. v. Ladd, 356 F.24 813,821 n.18, ;i
148 USPQ 404, 473 0.18 (D.C. Cir. 1966); MacKay, 641 Ff‘ S
- Supp: u570,23IUSPQat908.MommCmpanyv Kamp, -
1269 F. Supp, 818, 822, 154 USPQ 259, 260 D.D.C. 1967).

Killian v. Wasson, 121 USPQ 507, 507 (O D.C. 1958).

‘Upon ermination of the civil sction, & statement of the
: tion of the case is placed in the spplication .
mmmeﬁk.thMnmedw&emmmrg :

coust’s final

action in accordance with the same § 68 follow (eemi-
nation of a 35 US.C. l4lmpaLSeeMPBPl 1216.01. >37
CFR1. lﬂ(c)mvmsﬂmadvﬂmhmimwdwmm
time (0 appeal the judgment expires.< Where the exact date
when the clvil action was terminated is material, the date may be
sscertained from the Solicitor’s Office.

The procedures to be followed in the Patent and Trademark

‘Omcemaadechhmmdordimimloﬂhembyme

district court are the same a3 the followed with
respect to 35 U.S.C. 141 appeals. SeeMPEPllzlom

Where 8 civil action involving an. application has been
dismissed before coming to trial, the application will not be
opened to the public unless it is otherwise available to the public
under 37 CFR 1.11. However, the complaint and any other court
papess not under a protective order are open to the public and
may be inspected at the Office of the Clerk for the U.S. District
Court foe the District of Columbis, located in the U.S, Count-
house, Constitution and Joha Marehall Place, Washington, D.C.
20001, The court papers in the Office of the Solicitor are not
generally made available for public inspection.

Any subpoena by the district court for an application or
reexamination file should be hand-casried to the Office of the

o Rew. 14, Nov. 1992
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