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Formerfmdeclaredonorafw?ebmmy ll 1985,
except those indicated in (1) - (3) of the previous paragraph, see
Chapter 2300 of this Manual,

The interference practice is based on 35 U.S.C. 135 asitread

prior to Febeuary 11, 198S.

35 U.5.C. 135. Interferences.

(a) Whenever en application is made for a petent which, in the
opinion of the Commissioner, would interfere with any pending
epplication, or with sny unenpired patent, he shall give notice thereof
to the spplicants, or applicant end patentee, as the case msy be. The
qusstion of priceity of invention shall be determined by a board of
petent interferences (consisting of three examiners of interferences)
whose decision, if adverse to the cleim of en applicant, shell constituie
the fina! refusel by the Patent and Trademark Office of the claims
iavelved, end dwe Commissionss may issue a palent to the epplicant
who is adjudged e mior inventor. A final judgment edverss to 8
patentee from which no eppeel or other review has been or can be taken
or bad shall constitnte cancellation of the claims involved from the
patent, and sotice thereof shall be endorsed o5 copies of the patent
thereafier distributed by the Patent end Trademark Office.

(b) A claim which is the same as, of for the seme or substantially
the seme subject matter as, aclaim of en issued palent may notbe made
in eny spplication unless such e claim is made prio? to ons yee from
the dets on which the petsnt wes granted,

(c) Any egreement or understanding between pasties (o aa interfes-
ence, inchuding eny collateral agreements referred to therein, mads in
conaéction with or ia conlempletion of the termination of the intesfor-
ence, ehell be in writing and & trus copy (hereof filed in the Patent and
Teademark Office before the termination of the interference as betwesn
the seld parties to the egreement or understanding, I any pesty filing the
mwmmwmwm«wmmmmm

seeference, end maede evaileble only o Govemnment egencies o
mmhmmmymmsmmgonoodum Feilure
to file the copy of such agresment or undesstanding shell render
permanently uneaforceable such agreement or understanding and any
patent of such parties involved in the interference or any patent
subsequently issued on any application of such pasties so involved. The
Commissioner may, however, o & showing of good cause for failure
o file within the time prescribed, permit the filing of the sgreement or
vaderstanding during the six month period subsequent to the termine-
tion of the interfesence as between the pesties to the agresment of

afmd,smm&bhwmwmdmmm of the filing
guirement of this section. If the Commiseioner gives such aotice at
awmmwdwafmmhmm“mhngmmtmm
standing within the six-month period on & showing of good cause, the
pasties msy fils such agresment or understanding withis slinty days of
mmoﬁm&m
y discretionury action of the Commiseioner under this subssc.
Mmhuﬂbanviwabh under section 10 of the Administrative Pro-
cedure Act.

3(d) Pasties © & patent interference, within such time s may be
specified by the Commissioner by regulstion, may determine such
contest of any aspect thereof by esbitration, Such arbitration shall be
govemed by (be provigions of Gile 9 o the extent such Gte is not
inconsistent with this section. The pasties shall give notice of any
arbitration swaed 0 the Commissioner, snd such swerd shall, es
between the parties (o the arbitretion, be dispositive of (e lssues 1o
which itrelates, The arbitration swerd shall be unenforceable until such
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nolice is given. Nothing in this eubsection shall preclude the Commis-
sioner from determining petentability of the invention involved in the
intezference.<

37 CFR 1.201 sets fosth the definition of an interference
prior to February 11, 1985.

Former now deleted 37 CFR 1.201. Definition, when declared.

(8) Ap intesference is a proceeding institated for the purpose of
determining the question of griority of invention between two of more
parties claiming substantielly the same patentable inveation and may
be institwied 23 soon s itis determined het common patenisble subject
matter is claimed in s plurality of spplicetions or in an spplication and
& petent.

(b) An interfevence will be declared between pending epplicstions
for patent, oz for reissue, of different pastics when such spplications
WMWMM@WMMMM

mnm@wm
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Branch®**. Itis not foreseen that the primary examiner will need
to take action for which be or she requires jurisdiction of the
entire interference. However, if circumstances arise which
appear %o require it, the primary examiner should request juris-
diction from the Board of Patent Appeals and Interferences.
The examiner merely borrows a patent file, if needed, as,
where the patent is to be involved in a new interference.

1105 Matters Requiring Decision by Primary
Examiner During Interference [R-14]

Former now deleted 37 CFR 1.231. Motions before the primary

Examiner.
(a)memémnmmﬂmmfmmfmﬁhug

motions any paty (o en intesference may fils & motion seeking:

(1) To dissolve a5 b0 0ne 0F mors counts, sxcept that such motion
besed on facts sought © be establiched by affidavits, declerstions, os
evideace outeids of officiel records end printed publications will not
noemaily be considered. A motion to dissoive an intarfersnce in which
8 paieatse is 8 party on the ground (hat the cleims comesponding to the
couss exe unpelentable to e patentes over palonts of grinted publica-
mmummmmmmmmuummmm

guirementsof § 1.510(b) endis sccompaniedby the fee forrequesting
mmwmwma 1.20{c}. Otherwise, o motion to dissolve an
interfecence in which & patenioe is 6 party will not be considered if it
would necesserily result in the conclusion thet the claims of the patent
which correspond to the counts ere unpatentable to the petentss on @
ground which is not sacillery (o priosity. Where a motion to dissolve is
based o prioe &4, service on opposing parties must includs copies of
mw«m 4 motion to disolve on the ground thet there is no
nigrference i fect will aot be copsidered unlees the inlterference
wmnmmmmwmmmwmmmmmmm

a«mmmummwwmmummmu
1.205(e) and 1.205(s).

(2) To ranend the issue by addition or substitution of pew couats.
Bach such motion must contain en explanation e to why 8 couat
propoted o be added is necessasy or why & count proposed to be
substituted is preferable tothe original count, mustdemonstrate patent-
gbility of the count to el parties end must epply the proposed count to
i involved applications except an applicstion in which the proposed
count osiginated.

(3) To substitute any other application owned by bim gs (o the
existing ingue, or (o declare an additions! interference to include any
other epplicetion owned by lim es (8 eny subject matier other than the
m;mmmwmmmmmmmommm
: &nid D 65 oppoding perty's application of patent in the
mmwmm&mot‘m@mmwmm

nplete coples of the contents of such other applicstion,
emmmwmmdwmmmu 1.131, 1.202, and 1.204,
mistbeserved on il other pasties ead the motion must be accompanied
by peoof of such service.

{4y Tobe secordad the benefit of an earlier application orio attack
the benefit of en esslier spplication which bas been accorded © an
opposing pesty in the notice of declaration. See § 1.224.

(5) To amead an involved application by edding or removing the
names of one or more inventors as provided in § 1.45. (See peragraph
(4} of this section.)

(b) Eech motion must contain & full sistement of the grounds
therefor and ressoning in suppoet thereof, Any opposition (o s motion
must be filed within 20 days of the enpiration of the Ume set for filing
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motions and the moving party may, if be desires, file 8 reply o such
opposition within 15 days of the date the opposition was filed. If s perty
files o timely motion to dissolve, any other party may file ¢ motion b
amend within 20 dsye of the enpization of the time set for filing
motions. Service on opposing parties of 2n opposition (0 & motion o
smend which is besed on prioe est must include copies of such prior at.
In the case of ection by the primery examiner uader § 1.237, such
motions mey be made within 20 days from the date of the primary
exemines's decision on motion wheeein euch ection was incorporated
oz the date of the comumunication giving nolice o the pasties of the
proposed dissolation of the interference.

(c) A motion » emend under pasagraph (8)(2) of this section oz to
substitute snother application or declare en addidonal inteeference
Mmm(n)(!)wmﬁmmwummpmbym

meadment adding clems corresponding to the proposed counts (o the
lmwmcmm&mubelmmmmwymmmm
The motion must elso request tie beaslit of & price agplication as
provided for under paragraph (a)(4) of this section if the party con-

cerned expects @ be eccordsd such beaslit.

. (d)Mlmwminmmmm graphs (a) and (b) of this
section, or ol e similer
by the primary ¢ er without orel ezgument, encept that consider-

eon of s motion to disscive oo & ground other then o inteeference in
fact will be delimred io fnel hewring before o Board of Patent Intes-
ference where the motion raises e matier which would bereviewable at
finel beseing vadse § 1.258(e) end much matier (s relsed sgeinst &
WWWMMWWMMMWWWQW

heintends to rely on the original siatement end such s declaration as ©o
mmmmwwwmwwmmmm
Asecond Umefoefiling motions will aot be set ead su

W@WWWMWMM

wﬁmwmm ? G v. Beriger, 200
>Coman's i’m.,< 1978) The rights of the

CFRe 1.231 wamst for reconsideration and/or petition
under **>37 CFR< 1.243(d) and 2 m, respectively.

1105.01

An interference may be enlarged or diminished both as to
counts and applications involved, or may be entirely dissolved,
by actions taken under *>37 CFR< 1.231 “Motions before the
primary examines” or under *>37 CFR< 1.237 “Dissolution at
the request of examiner”. The action may be a substitution of
one or mofe counts, the addition of counts or dissolution as
one 0r more counts oras to all counts, achange in the application
by addition, substitution, or dissolution, a shifting of the burden
of proof, or a coaversion of an application by changing the
number of inventors. See >MPEP< § 1111.07. Decisions on
quesuous grising under this rule are made under the personal

of the primary examines.

®237 CFR< 1.231(a)(1) provides for a motion that a patent
claim is unpatentable in 'en intesference proceeding where
reexamination thereof has also been requesied. See also
>MPEP< § 2284,

Examiners should not consider ex parre, when raised by an
applicant, questions which are pending before the Officein inter
partes proceedings involving the same applicant or pasty an
intesest. See >MPEP< § 1111.01.

Occasionally the entire subject matter of the interference
may bave been transferred to another group between the time of
declasing the interference and the time that motions ase trans-
mitied foe consideration. If this has occusred, after the second
group has agreed o take the case, the Intesfesence Service
Branch should be notified so that appropriate changes may be
made in their records.

1105.01 ?ﬁkﬁ ]md Consideration of Motions

A party filing & motion is expected o incorporate any
reasons with the motion so that an initial brief is not contem-
WﬂwummmmﬁmMmmm it

objectionable. Under *>37 CFR< 1.231(b) other
miesmmmydaysmm“xpmofmeumfor
filing motions for filing an opposition to 2 motion, and the
moving pasty may file a reply brief within fificen days of the
date such opposition is filed. If a motion to dissolve is filed by
one pasty the other parties may file amotion to amend within 20
days from the expiration of the time set for filing motions and the
same times for opposition and reply brief age allowed with
respect o (he filing date of the latter motion.

After (the expiration of the time for filing a reply brief,
motions filed under *>37 CFR< 1.231 are examined by an
examiner-in-chief who, if be or she finds them (o be proper
moﬁm.wm&mkmemwmemmmmmﬁm

consideration of the motions with an indication of such motions
umknmmdu&emksmdwmmmﬁmbe
considered if there be any such, No oral hearing will be set. The

primary examiner should render a decision within ¢wo months
on each motion transmitted by the examiner-in-chief, The
decision must include the basis for any conclusions arrived atby
the primary examiner, Care must be taken to specifically iden-
lify which limitations of a count are not supported, or the
pmﬁmeftﬁewiﬁaﬁmwmchdopmvmwwmfmme
i of the count when necessary (o decide a motion. The
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1105.02

examiner should not undertake to answer all asguments pre-
sented.

In motious of the types specified below the primary exam-
iner must consult with an obtain the approval of an examiner-in-
chief before mailing the decision. Motions requiring such con-
sultation and approval are:

Motions to amend where the matter of support for a
count is raised in opposition or the examiner decides ©
deny the motion for that reason,

Motions relating to the benefits of a prior applica-
tiom;

Motions o dissolve on the ground that one or more
parties have no right o make the counts,

Motions (o dissolve on the ground of no interference
in fact,

Mms to convert an application o & different

3 Mexmﬂemmmmew
i on should conform (o the practice set forth
¢ under SMPEP< § 1100(s). See sSMPEP< § 1302.12
£¢t 60 listing references discussed in motion decision,

Hev. 14, Wov, 1992
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With respect to a motion to dissolve on the ground that one
or more parties does not have the right to make one or more
counts it should be kept in mind that once the interference is
dissolved as to a count, any appeal from a rejection based
thereon is ex parte and the views of other pasties in the interfer-
ence will not be heard. In onder 1o preserve the infer partes forum
for consideration of this matter a motion to dissolve on this
ground should not be granted where the decision is a close one
but oaly where there is clear basis for it.

It should be noted that if all parties agree upon the same
ground for dissolution, which ground will subsequently be the
basis for rejection of the interference count to one or more
parties, the interfesence should be dissolved pro formaupon that
ground, without regard to the merits of the matier. This agree-
ment among all pertics may be expressed in the motion papers,
in the briefs, or in pepers directed solely o that matter.See
Buchliv. Rasmussen, 3300.G. 223 1925C.D. 75 >(Comm's Pat.
1925)<; Tilden v. Snodgrass, 1923 CD. 30, 309 O.G. 477
>(Comm's Pat. 1922)<; and Gelder v. Henry, 77 USPQ 223
>{(Comm'r Pat. 1940)<.

Affidavits or declasations relating w0 the disclosure of a
pesty’s application as, for example, on the matter of operative-
ness or right (o make should not be considered (In re Decision
dated Aug. 12, 1968, 160 USPQ 154 (**>Comm's Pat.< 1968)),
but affidavits or declarations relating to the prior ast may be
considered by analogy o 37 CFR 1.132. In addition, affidavits
or declarations submitted (o establish the existence or noa-
enistence of an intesference in fact may also be considered.

If there is considerable doubt as to whether or not 8 party’s
spplication is operative and it appears that (estimony on (he
matier may be useful 0 resolve the doubt, a motion to dissolve
mybe&niedsommeinmﬂmmymmuemd

estimony taken on the point. See Bowditch v. Todd, 1902 C.D.
2‘7 98 0.6. 792 >(Comm'r Pat. 1901)< and Pierce v. Tripp v.
Powers, 1923C.D. 69t 72, 316 0.G. 3 (Comm'r Pat. 1923)<.

Where the effective date of a patent or publication (which is
not a statitory bas) is antedated by the effective filing dates or
the allegations in the preliminary statements of all pasties, then
the anticipatory effect of that patent or publication should not be
considered by the examiner at this time, but the reference should
be considered if at least one party fails to antedate its effective
date by such party’s own filing date or the allegations in such
party’s preliminary statement. See Forsyeh v. Richards, 1905
CD.115,1150.G. 1327 »(Comm's Pat. 1905)< and Simons v.
Dunlop, 103 Usw 237 »(Comm's Pat, 1949)<.

deciding motions under 37 CFR 1.231(a)(1), the exam-
mm«wmw&mwmmmmcm

mmyoﬁhecwmwmnmumm These coust deci-
sions relate only (o the final determination of priority, after the
interference has passed the motion stage; in the ordinasy case a
otion to dissolve may attack the patentability of the count and
need not be imited to matters which are ancillasy o priority.

Where a motion to dissolve is based oo a conteation of no
interference in fact, the question o be decided is whether claims
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presented by respective parties as corresponding to the count or
counts in issue claim the same invention even though a claim of
one party differs from the corresponding claim of another pasty
through omission of limitations or variation in language under
37 CFR 1.203(a) or 1.205(a). Since the claims were found
allowable prior to declaration, granting of a motion to dissolve
on this ground would normally result in issuance of the respec-
tive claims (0 each party concerned in separate patents. The
- question to be decided then, is whether one or more limitations
in the claim of one party which are omitted oe beoadened in the
claim of snother pasty are material. Whether or not they are
material depends primarily on whetber they were reganded as
significantin allowing the claim in the firstinstance. That is, the
prosecution should be examined to determine if the limitation in
mummrﬂiedmmﬁmguﬁhﬁmcﬁedmnm
if it was essentia) the desired result. See Mabon v.

Sherman, **161 F.24 255, 573 USPQ 378 (CCPA 1947)<;
. Brailsford V. Laves, **»318 F.2d 942¢<, 138 USPQ 28
“ﬂCCPA 1963)<; and Knell v. Muller, 174 USPQ 460

i the aliowed proposed counts in
ry, aid also o time will be se¢ for all
mmmmmfmmmmmmm
xaminer, SMPEP< § 1105.06. >Form
leﬂé Iﬂ&eMmeymadlof&emm

& pasty (o the intesference may btm & motion (o include an

Wmmmmmwmmmwmm,
in addition to the existing tssue, which is aot disclosed both in

1100-5
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said party’s application or patent already in the interference and
in an opposing party's application or patent in the interference.
Consequentiv> < the failure to bring such a motion will not be
considered by the examiner to result in an estoppel against any
party (0 an interference as (o subject matter not disclosed in his
case in the interference. On the other hand, if such 2 motion is
brought during the motion period, secrecy as to the application
named therein is deemed 0 bave been waived, access thereto is
given to the opposing pasties and the motion may be ransmitted
by the examines-in-chief; if so transmitted, it will be considered
and decided by the primary examiner without regard o the
questiop of whether the moving party’s case already in (he
intesference disclosed the subject of the proposed claims.

CONCURRENCE OF ALL PARTIES

Coutrary o the practice which obtains when all parties agree
upon e same ground for dissolution, the concurrence of all
parties in a motion to amend or to substitute or add an applica-
tion does not result in the automatic granting of the motion, The
mere sgreement of the parties that cenain proposed counts ase
patentable doesnotrelieve the examiner of the duty to determine
independently whether the proposed counts are pateniable and
allowable in the applications involved, Even though no refes-
eaces bave been cited against proposed counts by the parties, it
is the examines’s duty 0 cite such references as may anticipate
the proposed counts, making a search for this puspose if neces-

888y,

Theexaminer should also be careful nottorefuse acceptance
of a count beoader than original counts solely on the ground that
it does not differ matesially from them. If that is in fact the case,
and the proposed count is patentable over the prior ast, the
examiner should grant the motion to the extent of substituting
the proposed count for the broadest original count so that the
pasties will not be limited in their proofs to include one or more
feamres which are unnecessasy to patentability of the count.
Where there is room for a reasonable difference of opinion as to
whether two claims are materially different (or patentably
distinct) it is advisable to add the proposed claim to the issue
rather than o substitute it for the original count. This will allow
the pasties (o submit priority evideace as o both counts.

Affidavits or declasations are occasionally offered in sup-
portof of in opposition to motions o add or substitute counts or
spplications, The practice bere is the same a5 in the case of
affidavits or declarations conceming motions (o dissolve that is,
M@mdwwmm;mdmmwams
spplication as, for example, on the matier of operativeness of
ﬂmwm should not be considered, but affidavits or
declarations relating to the prior ant, or relating (o patentable
distinctmess of the proposed counts from the existing issue or
mzmmher.mybemidmdbymywncm
1.132,

If & motion under 37 CFR 1.231(a)(2) or (3) is denied
because it is unpatentable on the basis of areference which is not
& sistutory bar, end which is cited for the fisst ime by the
examiner in the decision, the decision may be modified and the
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motion granted upon the filing of proper affidavits or declara-
tions under 37 CFR 1.131 in the application file of the party
involved. This is by analogy to 37 CFR 1.237, although nor-
mally, request for reconsideration of decisions on motions
under 37 CFR 1.231 will not be entertained. 37 CFR 1.231(d).
These affidavits or declarations should not be opened to the
inspection of opposing pasties and no reference should be made
to the dates of invention set forth therein other than the mere
statement that the effective date of the reference has been
overcome. As in the case of other affidavits or declarations
under 37 CFR 1.131, they remain sealed until the preliminary
statements for the new counts are opened.

Amember of the Board of Patent Appeals and hvesferences
mbemuiﬁdhmmwﬁhmswmmm
tute one or more coumits or applications
wmkemmmemsisﬁwdmmwmwm

Iﬁléﬂ%ﬁ.«mm
3 fee 37 CFR mz(ﬂ(ﬁmmmm

35 U ﬁ C. 112. See In re Kirchner, 134 USPQ 324 >($CPA
1962)<; Wagoner v. Barger, 175 USPQ 8S s(CCP

Kawai v. Metlesics, 178 USPQ 158 »(CCPA 1973)<; Wed v
Fritz, E%Uﬁmmﬂmﬂk ﬁm)z mhepfﬁm yplicatio

copendenc mbyw%mofmmﬁveﬁy

ng applications sreeessvsc 120, If the prior applica-
twms i’migﬂ, kmmWeMaﬁMﬂmmmm\m
mionitis peios (o the easliest U.S. applicati pasty
is entitled. See 35 US.C. 119%%5, MPE?« § 201.14* s>and
< 201.18.

Rev. 14, Nov. 1992
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If the primary examiner has a reasonable doubt as to whether
a party should be accorded the benefit of aprior application, the
benefit of that application should not be granted. The
examines’s decision on the question of benefit is not final, since
the granting or denying of a motion under 37 CFR 1 231(a)(4)
is a matter which may be coasidered at final bearing. 37 CFR
1.258(b).

Asaresultof the decision on motions it may be necessary for
the primasy examiner to change the oeder of the pasties, which
determines the order of taking testimony. The perties will be
listed in the inverse order of their effective filing dates, with the
party having the Iatest effective filing date being listed first, I
aparty is accorded the benefit of a prior application for less than
all the counts, the filing date of that application will not be
considered as his effective filing date when determining the
order of the pasties. Note that the burden of proof as to each
count is specified by 37 CFR 1.257(a), so that even though a
perty whofis senior as to some counts and junior as to others may
be designated as junior party for procedural pusposes and
required (o take his or ber estimony first, he or she bas the
busrden of proof only as to those counts for which he or she bas
the later effective filing date.

1105.08 Dissolution onPrimary Examiner’s Own
Request Under 37 CFR 1.237 [R-14]

Former, now deleted 37 CFR 1.237. Dissolusion as she request of
esgniner.

¥, dusing the pendency of an intesference, o seference o other
reason be found which, in the oplalon of the peimery enaminer, rendeors
all oe part of the counts unpetenteble, the attention of the Boerd of
Patent Interferences shell be called thereto. The interference may be
suspended and referrad (o the peimary examiner for considesation of
the mattee, in which case the parties will be notified of the reason o be
considered. Asguments of the pastice regerding the matter will be
eonsidered if filsd within 20 days of the notification. The interference
will be continued or dissolved in sccordance with the determination by
the primasy examiner. If such refezence or reason be found while the
intesference is before the primmry examiner for determination of e
motion, decision thereon may be incorporeted in the decision on the
motion, but the parties sball be eatitied (o reconsiderstion if they have
a0t submitted ezguments on the matier.

37 CFR 1.237 covers dissolution of an interference on the
primary examiner’s own motion if be or she discovers g refer-
ence of othier reason which renders any count unpatentable.

The following procedures are available under the provisions
m7m1237~

A. 1f the peimary becomes awase of a reference of
Mtemfadhwivmgmmtafmammymm
the interference is before him o her for determination of a
motion, Mﬁmmmwlymmm“mybe

ncorporated in the decision on the motion, but the parties shall
beemiﬁedw reconsideration if they have not submitted asgu-
ments on the mattes” (37 CFR 1.237). This same practice
obtains when the primary examiner discovers a new reason for
bolding counts proposed under 37 CFR 231(a}(2) or (3)
unpatentable, Under this practice, the primary examiner should
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state that reconsideration may be requested within the time
specified in 37 CFR 1.243(d).

B. If the primary examiner becomes aware of a reference or
otherreason for dissolving the intesference as (o any count when
the interference is not before the examiner for determination of
a motion, the primary examiner should call the attention of the
examines-in-chief to the matter. The primary examiner should
include in his or ber letter 0 the examiner-in-chief a statement
applying the reference or season to each of the counts of the
intesference which be or she deems unpatentable and should
forward with the original signed letter a copy thereof foreach of
the pasties of the intesference. Form at >MPEP< § 1112.08.

The examiner-in-chief then may suspend the interference
mdtmwaemydmmmwbofmmw

ntion from the primary ex-
mm m been WM w the examiner-in-chief.
W 37 m 1&7 m M B SuTeh !:»‘-u‘

mnmn«.mmmmmmw B inter
mmmmwmmmmm
m«umm mmmm songideratic

wmmmwmmmwmmm
zefsem m m reason, eic. and still considers the subject
HEESHO wmmwmmmm Noreasonoe

on of the peimary examiner will be stated
mmm mmwmwﬁmwwmmm
Meeson mo ”m \ 2 ymgp lmw 18 ("‘mf
P% iﬂ%«)

€5, mwemmm? tﬁemwwm

10206)<,the e bocae of  public e ¢
fm'mmmwwmmwmmw@
claitn o cladme in the aoolication oves ol
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sion of nonpatentability without commenting on the pertinency
of the reference. Such applicant is of course also estopped from
claiming subject matter not patentable over the issue.

If preliminary statements havebecome opentoall parties, 37
CFR 1.227, orif not and aparty authorizes the primary examiner
to inspect his or her preliminary statement, effect may be given
thereto in considering the ility of a reference to the
count under 37 CFR 1.237. See >MPEP< § 1105.02.

1105.06 Form of Decision Letter [R-14]

In ceder to reduce the pendency of applications involved in
interference proceedings, primary examiners are directed to
render decisions oo motipns within 30 days of the date of
transmittal to them.

The decision should separaiely refer to and decide each
motion which has been transmitied by a statementof decision as
granted or denied. The decision muss include the basis for any
conclusions arrived as by the primary examiner. Case must be
taken to specifically identify which limitations of a countare not
supporied, or the portions of the specification which do provide
support foe the limitations of the count when necessary to decide
& motion, Different grounds wrged for seeking a particular
action, such as dissolution for example, should be referred
and decided as separate motions. When a motion to dissolve on
the ground of no sight to make urges lack of support for more
than one portion of & count and is granted, the examiner should
indicate which postions of the count be or she considered not to
be disclosed in te application in question. The same practice
applies in denying & party the benefit or prior application.

Motlons to amend or to substitute an application, if unop-
posed, donotrequire any siatement of conclusion if granted, but
sion on which denial is based, If such a motion if granted over
opposition, the reason for overruling the opposition thould be
given, If an application is 0 be added or substituted and the
examiner has determined that it is entitied o the filing date of a
mmﬁwﬁwbyvmofacﬁmma! continuation or

teumwmmwmrmm
motions (0 amend or (0 substitute an application, and finally
motioas (o shift the burden of proof or relating to benefit of an
earlier application taking into account any changes in the issue
or the parties which may bave been efiected by the granting of
other motions. If a motion to shifi the burden of proof is granted
the change in the order of pasties should be stated,

famotion to dissolve is granted as o all counts, no decision
Mwmmmymmmmmuw«em
Primary Exan mination, Furukawa v. Garty, 151
USPQ 110, (“sCm Pa< 1965)

If & motion ¢ amend is granted the decision should close
with Form Pasagraph 11.07 setting times for nonmoving pariies
(o present claims corresponding o the newly admitted counts
and for all parties (o file preliminary statements as (o them.

11.07 Decision on Mosion, New Counts Added
Mﬂnm[l]d«mwwnmmwuwmudmt
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(2}, a claim corresponding to such count should be submitted by
amendment to the respective application(s) on or before ____. Fuilure
to submit such en emendment within the time ellowed will be taken ss
sdisclaimer of the subject matier of the proposed count. The stalements
demanded by 37 CFR 1.215 et seq. with respect ¢ peoposed count [3]
must be filed in e sealsd envelope bearing the name of the party filing
it end the number and tide of the interference onorbefore_.- See sleo
35 CFR 1.231{), second sentence. The time for seeving preliminary
statements, &5 required by 37 CFR 1.215(b), is set  expireon ..
Ezuminer Neto:

1. Inbrackes I, insert “y” and the name of the party or the plural
“les” §f move than ong pavty.

2. In brackets 2 and 3, insert the cours number(s).

3. The dute blawks will be filled in by the examinsr-in-chief.

if 2 motion to substitute another commonly owned applica-
mwammwmmmm

11.08 Decision on Motion, Party Substisuted
mmmwu uted for the pesty [ 2] must file on orbefore
ry sistement 08 sequired by 37 CFR 1.218 etseg.ine
mmmmm s aeme end the number ead tite of
mm
The dase blank will be filled in by the exominer-in-chisf.

g

mmmwmwmmwwmm
of tie Board of Patent Appeals and Intesferences befose the

decision is mailed.
s-MPEP< i mm. m m “APPROVED"

mmwwmeﬂ’ma consultation
mmmummwmmmww
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ence file; it should include the following information and be set
forth in this order:

Date __ “Dec. of Pi. Ext.” __ Granted. If some of the
motions bave been granted and others denied, the last entry will
be “Granted and Denied”, and of course, if all the motions have
been denied, the lastentry will be “Denied.” If a date for copying
allowed proposed counts and for filing preliminary stateinents
has been set, this should also be indicated at the end of the line

by

“Amendment and Statement due ._." Below are examples
of entries which should be made in the intesference brief in the
section entitled “Decisions on Motion” (Form PTO-222) in
ewhmemvolwdinlhemmfaewe

Dissolved

Dissolved as to counts 2 and 3

Dissolved as to Smith

Counts 4 and § admitted

mmmmmmmbymmuymm
mnmammm&mwonmayu
redeclaration, enwwy of judgment, oc setting of time for taking
testimony and for filing briefs for final bearing,

110507 Petition for Reconsideration of Decision
[R-14]

Petitions or requests for reconsideration of a decision on
mmmdaS‘IWR' 1.231 or ® 1.237 will not be given
consideration *>37 CFR< 1.231(d). An exception is the case
mmsvcmnmmmmmmmm
time takes notice of & ground for dissolution while the intesfes-
ence is before the examiner for consideration of motions by the
parties and incorporates this matier in his decision so that the
parties have bad no opportunity to present seguments theseon. In
this case the examines’s decision should include a statement to
the effect that reconsideration may be requested within the time
specified in 37 CFR 1.243(d). See >MPEP< § 1105.05.

1106 Redeclgration of Interferences and
Additional Interferences [R-2]

Redeclaration of intesferences where necessitated by adeci-
simmm«oﬁmmdu?‘lcmnslwmwmby>m
examiner-in-chief<®®, the papers being prepared by the Inter-
ference Service Branch, The decision signed by the primary
examiner will Mm m RO 28008 m agme mm
will apply (o the declaration of any new interference which may
resalt from a decision on motions.

1106.01 After Declsion on Motion [R-2)

Various procedures are necessary afier decision on 8 mo-
tion. The following general rules may be siated:

(1) If dse total regult of the motion decision consists solely
in the elimination of counts, the eliminstion of parties or a

1100-8
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shifting of the burden of proof, no redeclaration is necessary.
The motion decision itself constitutes the paper deleting counts
or parties and is likewise adequate notice of the shifiing of the
burden of proof.

(2) If the motion decision results in any addition or substi-
tution of parties o applications or the addition or substitution of
counts, then redeclaration is necessary. If redeclaration is nec-
essary, the information falling within categoey (1) is also in-
cluded in the redeclaration papers. The old counts should retain
their old numbess for ease of identification.

(3) Simce all of the necessary information concerming en
application (o be added or substituted should appear in the
mmummmwmmﬁbmm

1106.02 By Addition
- [ReZ]

sFormer, now delesede 37 CFR 0.238. Addision of mew pesty by

mmmwmm@nﬁemmﬂmmmm
objw&mmdum discretion s time of bearing oe the guestion of the
Bmwmmmfm
mm%@mmmwm fie shiall prescribe the
mewmy,mmuwm«
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appeopriate.

37 CFR 1.238 stases the procedure to be followed when the
examiner finds, or there is filed, other or new applications
interfering as 1o some or as to all of the counts. The procedure
when any testimony bas been taken differs considerably from
the procedure when no (estimony has been taken. However, the
difference does not involve the primary examiner but rather
affects the action taken by the examinesr**>-in-chief<,

The primasy examiner forwards Form PTO-850 accompa-
nied by the additional application to the Intesference Service
Branch, giving the same information regarding the additional
application as in connection with an original declaration and
also including the number of the interference. If no estimony
has been (aken, the >examiner-in-chief<** will as a matier of
course suspend the interference and redeclage it 0 include the
additional party setiing such times for the new party or all parties
as is consistent with the stage of proceedings at that point. If the
additional pasty is (o be added as to only some of the counts, the
sexuminer-in-chief<*® will declare 2 new intesference as o
those counts and reform the original interference omiting the
counts which are included in the new one. In this case the fact
that the issue was in another interference should be noted in all

- lettess in the new interference.

110603 After tion of Ex Parte
Prosecution Subsequent ¢o the
Termination of an Interference by
Dissolution Under 37 CFR 1.231 or
1.237 [R-14])

If the examiner finds upon fusther consideration that the
position taken in adecision on motion dissolving an intetference
wasincorrect and thatthe interference should be reinstituted, the
following procedures should be followed:

1. The examiner should upon allowance of the claims in the
application which weze previously denied, corresponding to the
former counts in the interference clearly indicate in the action to
the applicant, thereasons for the change in position as compased
to the position taken in the decision on motions.

2. This action o the applicant allowing such claims should
have the approval of and bear the approval of the Group

3. The application(s) and patent(s) involved in the seinsti-
tuted interference should be forwarded together with the nec-
essasy forms PTO-850 (see SMPEP< § 1112.05) and the old
terminated interference files to the Board of Patent Appeals and
Inteeferences.

4. At the top of the form PTO-850, in the legend “Intesfes-
ence-Initial Memorandum”, the word “Initial” should be
stricken and the word “Reinstatement” should be substinuted
therefor in red ink,

S. The forms PTO-850 must bear the approval of the Group
Director.

flev. 14, Nov. 1692
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1107 >Action Following Termination of<**
Interference [R-2)

>The action to be taken by the examiner following termina-
tion of the interference depends upon how the interference was
terminated, and in some instances, the basis of the tenmination.
Interferences conducted under 37 CFR 1.201 - 1.288 may be
terminated either by dissolution or by an award of priority.

After the Board of Patent Appeals and Interferences has
rendered afinal decision in aninterference, the losing party may
either appeal to the Coust of Appeals for the Federal Circuit,
under 35 U.S.C. 141, or file & civil action in a United States
district coust, under 35 U.S.C. 146. Upon the filing of an appeal
to the Coust of Appeals for the Federal Circuit, the opposing
mmyebawmmem“mmdiaamw

Wi mmmmm@m
o sompanied by the fee due (or fee
mmmm).ifmy Mmywdmcm&mw%mmg
of a proposed amendment will aot be refunded by reason of the
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nonentry of the amendment.

If the motion is granted the amendment is entered at the ime
decision on the motion is rendered. If the motion is not granted,
the amendment, though left in the file, is not entered and is so
marked.

If the motion is granted only in part and denied as (o another
past, oaly so much of the amendment as is covered in the grant
of the motion is entered, the remaining part being indicated and
marked “not entered” in pencil. (See 37 CFR 1.266.)

In each instance the applicant is informed of the disposition
of the amendment in the first action in te case following the
termination of the intesference. If the case is otherwise ready for
issue, the applicant isnotified that the application is allowed and
the Notice of Allowance will be sent in due course, that prosecu-
tion is closed and (0 what exient the amendment bas been
entered.

Asacorollary to this practice, if follows that where prosecu-
tion of the winning application had been closed prios to the
declaration of the interference, as by being in condition for
issue, thet spplication may not be reopened (o fusther prosecu-
tion following the interference, even through additional claims
had been presented in connection with a motion in the interfer-
ence.

It should be noted at this point that, under the provisions of
*337 CFR< 1.262(d), the termination of an interfesence on the
mwmemcm muiowfmioﬂty ahandonmentofthe

ation, or sbandonment of the contest filed by an applicant
opmm wkm W m @ @ direction o cancel the
claims involved from the application of the party making the
84IT8.

1109(a) Interference Terminated by Dissolution
[R-14]

If the intesference was dissolved, the action to be taken by
the examiner depends on the basis for the dissolution.

A, Common ownership: If the intesference was dissolved
because the involved applications were commonly assigned (37
CFR 1.202(c)), the examiner should proceed as indicated in
sMPEP¢ § 804.03.

B. No interference in fact: A bolding of no interference in
factmeans that the claims of the parties which correspond to the
coums are drawn (o patentably different inventions. Thesefore,
if the interference is dissolved on the ground of no interference
in fact, either as 8 result of the granting of a motion to dissolve
m?]CWI Zal(a)(l).a'byme Commissioner pursuant (o
recommendation by the Board of Patent Appeals and Interfer-
MWS‘?CFRIZS@.MWM;!M&W&

corresponding claims assuming that those claims

are otherwise mmbie Knell v. Muller, 174 USPQ 460
(*sComa er< 1971).

npatentabi uy Tbe interfesence may be dissolved on

ammmmwm 1.231(a)(1) (oo a ground

other than no interference in fact) or on the examines’s own

motion undes 37 CFR 1.237 (see sMPEP< § 1105.05). In either
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case, the application or applications to which the ground of
dissolution applics must be rejected on that ground. For ex-
ample, if the interference is dissolved on the ground that the
claims of A which to the counts are unpatentable to
A (mder 35 US.C. 112, 102, 103, etc.), A's claims should be
rejected as unpatentable oa that ground in the next Office action.
The rejection may of course also be made as to any other claims
of A as well as to any claims of A’sopponent to which itapplies,
. if the opponent is an applicant. See >MPEP< § 1302.12 with
respect to listing references discussed in motion decisions. Itis
peoper to refes © the “application of (name), an adverse party in
intesfesence (No.),” but neither the Serial Number nor the filing
date of such application should be included in the Offfice action.
If an application was in condition for allowance or appeal
peioe o the declaration of the imafmm the wmatier of re-
mmmmmWMWmm B gward
Mmﬁy (Sw ¢>MPEP< § 1100.01 and >§< 1109.02.)
mamwmmmwmmmmwmm
of a new or amaended count of the interference, i.€.. by 8 motion
m 37 CFR 1.231(a)(2) ce 1.231(b). €37 CFR 1.257(®)
w me m&& paty.) For example, if the intesference was

@mmmmmbmmm ailing
mvention to te istue of the metm Meiszner v.
Mmdwk. 549 £.24 775, 193 USPQ 17 (CCPA 1977).
Note dhae if the senior party was a pateniee, the junior pasty
 canmot be estopped foe failing (o move o add claims

ommonly-disciosed subjectmattes which wasnotclaimedin
mmmmmmwmsmmﬁka
pplication, However, (he junior pasty’s claims to such

M e ®
ﬂ wm?mn %MYWWW
in 37 cm 1262(b) an applicant

itwalve& eMm fmm M pasty’s application (37 CFR
1.251@) Hmammamwmmmmmm
nated, see the fourth paragraph M)MPEW& ummfmm
mwmm Evm&mghm ibandonment

or of the application Wwd@mmmwﬁam.w
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quent proceedings have the same effect with respect io the pasty
filing the same as an adverse awagd of priority.” Accordingly, in
any subsequent prosecution, the party who filed the abandon-
ment stands in the same position as the losing party refesred to
in >MPEP< § 1109.02.

E. Stamtory Disclaimer: 37 CFR 1,263 provides that if a
patentee files a statmtory disclaimer of patent claims involved in
an interference, the interference will be dissolved pro forma as
to these claims, After dissolution, the application of the oppo-
nentmay still be rejected over the patent, if the patent constitutes
a reference under 35 U.S.C. 102(e)/103. However, if the dis-
claimer has removed from the patent all claims to the rejected
invention, the applicant would be firee to attempt (o antedate the
patent by a showing under 37 CFR 1.131.

F. Pro Forma Dissolution: The interference may have been
diseolved pro forma by the patent intesference examiner or
enaminer-in-chief because the parties agreed on & ground of
dissolution (see >MPEP< § 1105.02, third paragraph), or be-
cause en applicant in interference with & patent admitied that the
spplication claims corresponding (o the counts are unpatentable
over g seference, or prior public use or sale (see >MPEP< §
1105.05, second-to-last pasagrapl). In these instances the
claims should be sejecied on the agreed ground, or on the
admission, without regard to the merits of the matter. Ex parte
Grall, 202 USPQ 701 (Bd. App. 1978).

1109(b) {atell:‘flerem Terminated by Judgment

The interference may be tenminated by the Board of Patent
Appeals and Interferences awarding 8 judgment of priority of
invention to a pasty as (o all of the coututs, of (o one pasty as 10
some of the counts, and to the other party as to the rest of the
counts ( & “eplit award of priosity™).

Afier the Board' s decision, incleding any decision onrecon-
sideration, the losing pasty may appea’ 10 the Court of Appeals
for the Federal Cigcuit, or file a civil action in United States
district coust. In an intezference involving only applications, the
PTO may send the winning pasty’s case (0 issue notwithstand-
ing the filing of a civil action, see Monaco v. Watson, 270 F.2d
335, 122 USPQ 564 (D.C. Cis. 1959), but normally does not do
80. >Martin v. Clevenger, 11 USPQ2d 1399 (Comm'r Pat.
1989).

ifan

appeal or civil action is not filed, the interference is

minated as of the date the dme for filing an appeal or civil
action expired, Tallens v. Lemoine, 204 USPQ 1058 (Coms.
1979). If an appeal is aken to the Count of Appeals for the
Federal Circuit, the intesference ierminates on tbe date of receipt
of the court’ s mandate by the PTO. In re Jones, 542 F.2d4 65, 191
USPQ 249 (CCPA 1976). If a civil action is filed, and the
decision of the district court is not appesled, the intesference
terminates on (he date >the time for filing an appeal from<® the
coust’s decision sexpires. Hunter v, Beissbarth, 15 USPQ2d
1343 (Comm's Pat. 1990)<,

The files are not returned o the examining group untl after
termination of the interference, Jusisdiction of the examiner is
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automatically restored with the return of the files, and the cases
of all parties are subject (0 such ex parte action as their respec-
tive conditions may require. The date when the priority decision
becomes final does not mark the beginning of a statwiory period
for response by the applicant. See Exparte Peterson, >43USPQ
119,< 1941 C.D. 8 (Comm'r Pat. >1941<).

If an application has been withdrawn from issue for interfer-
ence and is again passed (o issue, a notation “Re-examined and
passed for issue” is placed on the file wrapper together with a
new signature of the primary examiner in the box peovided for
this purpose. Such a notation will be relied upon by the Patent
Tesve Division as showing that the spplication is intended 1o be
passed for issue end makes it possible o screen out those
applications which are mistakenly forwarded to the Patent Issue
Division during the pendency of the intesference.

mmetmnzmmmmmﬂm

12, 02 Ez?m?mucmtmam
Inmfacence 1o, u] bas beon Grminded
¢. E% pecie prosecution is resumed.

‘MWW

st be precedsd by parsgraph 11.02.
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If the prosecution of the winning party's case had no¢ been
closed, the winning party generally may be allowed additional
and broader claims to the common patentable subject matier.
(Note, howevez, In re Hoover Co.,* 1943 C.D. 338, 57 USPQ
111 **(CCPA 1943).< The winning pariy of the inicrference
is mot denied anything be or she was in possession of prior to the
interference, nor has he or she acquired any additional rights as
aresult of the intesference. His or her case thus stands as it was
prioe to the interference. If the application was under final
rejection as (o some of its claims at the time the interference was
formed, the institution of the interference acted (o suspend, but
Bot (o vacale, the fina) rejection. Afier termination of the
inteelerence aletier is written the applicant, as in the case of any
other action unanswered at the time the interference was insti-
tuted, setting o shortemed period of two months within which to
file an appeal or cancel the finally rejected claims.

110902 The Losing Party [R-14]

The application of cach of the losing parties following an
intesference werminated by a judgment of priority is acted on &t
oace. The judgment is examined to deterimine the basis therefor
@nd action is (aken accordingly.

If the judgment is based on a disclaimes, concession of
peiority, or abendonment of the inveation filed by the losing
gpplicant, such disclaimes, concession of priority, or sbandon-
meat of the invention operates “without further action as a
direction 6o cancel the claims involved from the spplication of
the party making the same” (37 CFR 1.262(d)). Abendonment
MMW%&MMMW«IW@@) The

claimed, eoumed. a' m«w are weucdhgly canceled
from the application of the party filing the document which
resulied in the adverse judgment.

If the judgment is based on grounds other than those referred
mammmmmm&mm

umwmnmn 265, whichprovides that
such claims “stand finally disposed of without fusther action by
w«mm“mmwmu parte prosecution.”

Accordingly, 8 pencil line should be drawn through the claims
uwwﬁcﬁaj«dsmo!wﬁod&yadvmmmﬁmmm
rendered, and the notation “37 CFR 1.265" should be written in
the margin to indicate the reason for the peacil line. If these
mmmmmbymmmmmemm
otherwise ready for issue, these notations should be replaced by
ammmmmmm“&?mnmrmmm
Mmmﬁgeﬁemmﬁmmﬂtﬁemﬂmmwm
anceliation by an Examines’s Amendment. If an action is
mwmmemmwmmmrmmmm
should be informed that “Claims (designated by numerals), as 0
which a judgment of priority adverse 0 applicant hes been
WWWyWMhWﬁmwm

If, as the result of one or both of the two preceding pasa-
graphis all the claims in the application
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should be written informing the applicant that all the claims in
the application have been disposed of, indicating the circum-
stances, that no claims remain subject (o prosecution, and that
the application will be sent to the abandoned files with the next
group of abandoned applications. Proceedings are tenninated as
of the date the intesference werminates. See >MPEP< § 1109(b),
third paragraph.

Any remaining claims in each losing party's application

. should be reviewed to determine whether they should be re-
jected as unpatentable over the lost counts, or on the ground of
interference estoppel.

1. Lost Counts: The losing pasty's claims which ere not
patentable over the subject matter of the counts which were
awarded to the winning pasty should be rejected as unpatentable
over the lostcounts, under 35 U.S.C. 162(g)/103. In ve Yale, 347
F.24 995, 146 USPQ 400 (CCPA 1965); Inve Wilding, S35F.24
631. 190 US?QSQ(C@A 1976).

disclosures of the losing party end winning
mmmmmmmwdﬁem
mﬁﬂhﬁammmaamwmdmyl
31mnmmx3».maewwmw“
Mamw
A. Whers ho osing puty wws ot omior psty, o
,‘ il
- wmmm)

mwmm iMUM 1(CCPA 1%7); ln re Wug.
S3SF.24 €31, 190 $9 (CCPA 1976).

pasty was 8 paleniee, and the losing
pasty stM@memw&
EMam@WWMuW

mmamwmammw
ammmwmsmmmmmm

msc%mmmww&emmm
patent under 35 Us.c nmgeym,wmmmmym

memmwmmw
(either in full or by reference (o the previous action), along with
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any rejections on the grounds of unpatentability over the counts
or interference estoppel, as described above.

If the losing party’s application was under final rejection or
ready for issue, bis or her right to reopen the prosecution is
restricted ¢ subject matter related (o the iscve of the interfer-
ence.

Where the losing party failed © get a copy of the opponent’s
drawing or specification during the interference, the losing
pasty may order a copy thereof to enable said party to respond
to & rejection based on the successful party’s disclosure. Such
osder is referred o the examines-in-chief who has authority to
approve orders of this nature.

Where the rejection is based on the issue of the intesfesence,
there is no need for the applicant to have a copy of the winning
pesty’s drawing, for the issue can be interpreted in the light of
the applicant’s own deawing as well as that of the successful

Itmay be added that rejection on estoppel through failure to
move under 37 CFR 1.231(a) (2) and (3) may apply where the
interference terminates in a dissolution as well as where it is
ended by a judgment. See >SMPEP< § 1109(s). Howeves, 37
CFR 1.231(a)(3) limits the doctritie of estoppel to subject matter
in the cases involved in the intesference. See SMPEP< §
1105.03.

1111.01 Interviews

Where an interference is declased all questions involved
therein are (o be determined inser partes. This includes not oaly
the question of priority of invention but all questions relative o
the right of each of the parties to make the claims in issue or any
claim suggested to be added to the issue and the question of the
patentability of the clais.

Examiners are admonished that inter partes questions
should not be discussed ex parte with any of the interested
parties and that they should so inform applicants or their
attomeéys if any attempt is made to discuss ex parte these inter
paries questions.

1111.02 Record in Each Interference Complete

When there are two or more intesferences pending in this
Office relating to the same subject maties, or in which substan-
tially the same applicants or patentees are pasties thereto, in
oeder that the record of the proceedings in each partculas
interference may be kept sepasate and distinet, all motions and
papers soughttobe filed tiere in must be tiled in and relate only
o the pasticular interference to which they belong, and no
motion o paper can be filed in any interference which relates to
or in which is joined another interference or matter affecting
another intesference.

The examiners are also directed (o file in each intesference
adistinct and sepasase copy of their actions, 60 that it will not be
necessary (0 examine the records of several interferences 0
ascertain the status of & particular case,

Rov. 14, Nov. 1992
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This will not, however, apply o the testimony. All papers
filed in violation of this practice will be retumed (o the parties
filing them.

1111.03 Overlapping Applications [R-14]

Where one of several applications of the same inventos or
assignee which contain overlapping claims gets into an intesfes-
ence, the prosecution of all the cases not in the intesference
should be carried as far as possible, by treating as prior ant the
counts of the intesference and by insisting on proper lines of
division or distinction between the applications. In some in-
stances suspension of action by the Office cannot be avoided.
See >SMPEP< § 708.01.

Where an application involved in intesference includes, in
mmwmwm«mmmammm

e nEosecutio Mmmmvamaybe

adiment is one filed i 8 case whete ez parte
scutic wmwmmmammm
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Interferences is being conducted concurrently with an intesfer-
ence proceeding, and if it relates to the appeal, it should be
treated like any similer amendment in an ordinary appealed
case.

When an amendment filed during interference pusposts 10
put the application in condition for another interference either
with a pending application or with a patent, the primary ex-
aminer must personally consider the amendment sufficiently o
determine whether, in fact, it does so.

If the amendment presents allowable claims direcied to an
invention claimed in a patent or in another pending application
in issue or ready for issue, the examiner bosrows the file, enters
the amendment and takes the proper stepe w initiate the second
intesference.

Where in the opinion of the examiner, the proposed amend-
ment does not put the application in condition for interference
with another application not involved in the interference, the
amendment is placed in the file and masked “not entered” and
the applicai is informed why it will not be now entered and
acted upon, See form at>MPEP< § 1112.10. Where the amend-
ment copies claims of a patent not involved in the intesference
and which the examiner believes are not patentable to the
applicant, and where the application is open to further ex parte
prosecution, the file should be obiained, the amendmententered
and the claims rejected, setting a time limit for response, If
reconsideration is requesied and rejection made final o tme
limit foe appeal should be set. Where the application at the tme
of forming the interference was closed (o further ex parte
peoiecuton and the disclosure of the Wm will pm
Jacie, 6ot support the copied patent claims or whese copled
patent claims are drawn (0 & non-clected invention, the amend-
ment will aot be entered and the applicant will be so informed
giving vesy beiefly the reason for the nonentry of the amend-
ment, See letter form in SMPEP< § 1112.10.

1111.06 Notice of Rule 37 CFR 1.231(a)(3)
Motion Relating to Application Not
Involved in Interference [R-2)

Whenever a pasty in interference brings 2 motion under 37
CFR 1.231(a)(3) affecting an application not already included
in the interference, the >examines-in-chief<*® should ot once
send the peimary examiner s writien notice of such motion end
wmemmmmmmmmmm

MWmmmwmmfmmmwmm
generally examined in the same group. However, if the applica-
tion is not being examined in (he same group, then the corect
group should be ascestained and the notice forwarded o that
Group.

This notice serves several useful and essential pusposes, and
due attention must be given 1o it when it is received. First, the
examiner is cautioned by this notice not to consider ex parte,
questions which are pending before the Office in inter partes

proceedings involving the same applicant or party tn interest.
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INTERFERENCE

Second, if the application which is the subject of the motion is
in issue and the last date for paying the issue fice will not pesmit
determination of the motion, it will be necessary to withdraw the
application from issue. Third, if the jcation contains
affidsvitor declaration under 37 CFR 1.131, thismust be sealed
because the opposing pasties have access (o the spplication.

1111.07 Conversion of Application [R-14]

Although, for simplicity, the subject of this section is titled
“Conversion of Application,” it includes all cases where
application is converted 1o change the applicant. See >MPEP<
§ 201.03.

¥ conversion is attempted after declasstion of an interfer-
ence but price to expiration of the time set for filing motions, the
mﬁmmmmrmsm.mwwm

mm belefs may be filed, slong with 80y other
mmmmmmwmam

fieked 2o ip otier cascs on thebasis

1100-15

1111.14

If an application for reissue of a patent is filed while the
patent is involved in interference, that application must be
called to the attentioa of the Commissioner before apy action by
the examiner is taken thereon.

Such applications are normally forwarded by the Applica-
tion Division w0 the Office of the >Assistant Commissioner for
Patenis<®®, A letter with titling relative o the intezference is
phcedimheinmfmﬁlebyth»usimmmmm
and copies thereof are placed in the reissue application and
mailed o the parties to the interference. This letter gives notice
of the filing of the reissue application and generally includes a
peragraph of the following nenwe,

“Thereissue application will of course be open to inspection
by the opposing perty diring the interference and may be
sepassiely prosecuted during the interference, but will not be
passed 1o issue until the final determination of the interference,
except upon the approval of the Commissioner.”

Should en application for relssue of & patent which is
involved in an interference reach the examiner without having
& copy of the letter by the >Assistant< Commissioner attached,
nmmupmmymmwmmofm>m

missiones for Patents<®® with.an appropriate memoran-

1112.10 Benefit of Foreign Filing Date [R-2]

If a requeat for the benefit of a foreign filing date undes 35
US.C. 119 is filed while an spplication is involved in interfer-
mmmmmwmhmmmmm
m takiens afier the termingtion of the interfer-

¢¢ 4 party having a foreign filing date which is not accorded
benefitin the declaration papers should file amotion to shift the
burden of proof oe for benefit of that filing date unders 37 CFR
1.231(a)(4) and the matier will be considered on an inter partes
basis.

1111.13 Consultation With Examiner-in-Chief
[R-14]

in addition to the consultation required in connection with
certain motion decisions in >MPEP< § 1105.01, the examines
should consult with 8 member of the Board of Patent Appeals
@nd Interferences in any case of doubt or where the practice
appears (o be obscure or confused. In view of thelr specialized
mwhmﬁeyy&%wwgmamdmm

1111.14 Cotrrection of Error in Joining Inventor
(R-14]

Reqguests for certificates correcting the misjoinder or
noajoinder of inventors in & patent are refemed to the *#sexam-

Hev. 14, Nov. 1992



1112.05

ining group< for consideration except where the pateat is
involved in an interference. If the patent is involved in interfer-
ence when the request is filed, the matter should be referred o
the Board of Patent Appeals and Interferences and will be
considered inser partes. Service of the request on the opposing
party will be required and any peper filed by an opposing perty
addressed to the request will be considered if filed within 20
days of service of u copy of the request on the opposing panty.
Following this 20 days, the Chairman of the Board of Patent

1112.08 Inidal Interference Memorandum
[R-14]

MANUAL OF PATENT EXAMINING PROCEDURE

Appeals and Interferences will consider the matter (o the extent
of determining whether the request prima facie confoems 0
applicableiaw andpolicy. During the intetference, acopy of any
decision concerning the request will be semt to the opposing
party as well as (o the requesting party. lssuance of the certifi-
cate will be withheld until the interference is terminated since
evidence adduced in the interference may have a bearing on (be
question of joindes. See also >MPEP< § 1481.

e - mammmm m"mmn?gnuun‘:

i, 19 (et lowable)

= » 3 “6 (MV a.lle»sk\c.b
L2210 (e linuahle)
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llev. 14, Nov. 1992
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1112.08 Primary Examiner Initiating Dissolution
of Interference, 37 CFR 1.237(a) [R-14]

This form is © be used in all cases except when the intesfes-
ence is before the primary examiner foc determination of 8
motion. Sufficient copies of this form should be prepared end
sent (o the Examines-in-chief 90 that be >or the< may seud o

copy to each pasty.

. 1112.08

' PATENTEE INVOLVED

if one of the pardes is @ patentee, o reference should be made
0 the pasent claims noe to the fact tat such claims correspoad
to the counts, and the group directoe’s approval is required if the
groumd of rejection would also be epplicable to the patent
claims. However, this restriction does not apply to claims of the
application. Language such & the following is suggested:
“Applicant’s claims — are considered anticipated by (or
unpatentable over) the — reference.”

In re Interference No. 98,000

Jehn Willard
Ve
Luther Stone

to the following patents:

197,520 Jolien
1,637,468 Moran

Copies to:

John Jones

133 pifeh Avenue

New York, New York 11346

Leonard Smith
460 Munsey Building
Washingeon, D.C. 20641

WD VAT DEbAnMT CP ConRee
mmr%m

Under the provisions of 37 CPFR 1.237, your attention ie called

11897
4-1950
Counts 1 and 2 are considered anticipated by either of

these references under 35 U.8.C. 102 for the following reasons:
iner discusses the references.) WWard:cch

214-26
214-26

1100-17
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111210 Letter Denying Entry mmm P
Secking Further Interference

(Wﬁmmamwhvomdhmmmm)

«---/ ASSITTANT TCPRTAINY AD) CCMMIBEIHER

G @g‘ ) &h.U. 13 3

r Serial Wo. 999,999 7/3/‘7;'
mmm& bo ” @mm

Charles A. White
133 Main Street
Dayton, Ghio 65497 N

ndment £L1e4 . m—— (86 NOC NOW been entered since
ﬂe does not wweo the e&m in em&ieim‘z for another interference.

(Follow with eppropriate paragraph, e.g., (&) or (b) below:)

Applicant has no right to make claims.., - DECBUBE (BLate
reagon briefly). (Use where applicant emae make cleims for
inmrfwmc wieh another awlicaci@n or where epplicent clearly

ime - 82@ dirvected to & species which is notpresently
aumbm m mm Case.

2. Green:ns
(703) 587-2802

B, 16, How, 1992 1100-16





