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- 101 General [R-14]

35 US.C. 122. Confidensial stasus of applications.

Applications for patents shall be kept in confidence by the Patent
and Trademark Office and no informeation concerning the same given
without authority of the applicant or owner unless necessesy to carty
owt (Be provisions of any Act of Congrees or in such special cizcum-
stances o5 may be determined by the Commissiones.

18 U.S.C. 2071. Concealmenrs, removal,or mutilation generally.

(a) Whoever willfully end unlawfully conceals, removes, muti-
lates, obliterates, or destroys, or etizmpts to do g0, or, with intent o do
g0 takes and carries away any recosd, proceeding, map, book, peper,
document, or other thing, filed or deposited with any clerk or officer of
any court of the United States, or in any public office, or with any
judicial or public officer of the United States, shall be fined not more
than $2,000 or imprizoned not miore than three yeare, of both.

(b) Whoever, having (ke custody of any such record, proceeding,
map, book, dosument, paper, or other thing, willfully and unlawfully
conceels, removes, mutilates, obliterates, felsifles, or destzoys the
same, shall be fined not more than $2,000 o impeisoned not more than
three years, of both; and shall forfeit bis office and be disquelified from
bolding any office under the United Statas.

37 CFR 1.14. Patsm application pressrved ir secrecy.

(a) Except as provided in § 1.11(b) pending patent spplications are
preserved in sectecy. No information will be given by the Office
respecting the filing by any perticuler person of e spplicetion for &
patent, the pendency of any pasticular case befoge it, or the subject
matter of any pasticuler spplication, noe will eccess be given b or
copies furnished of any pending applicetion or papers relating thereto,
without written authority in thet pesticuler applicetion from the eppli-
cantorhis essignee or ettomey ot ageatof record, unless the application
has been identified by serial number in & published petentdocumentor
tbe United Statss of America has been indicated as 8 Designated State
in 8 published intemational spplication, in which cese stetus informa-
tion such as whether it is pending, ebendoned or palented may be
supplied, or unless it shell be necsssary © the peoper conduct of
business before the Office or & provided by this pat. Where an
application bes been patented, the patent vumber and istus *s>datec
may also be supplied.

100-1

Wmmmwﬁmmmm
application files must be readily available © authorized Patent
m‘l‘mdmarkmmmmmmm Accordingly, in
cartying o¢ (ransporting applications and related papers, care
mmamwmmwomw
especially in corvidors and elevators, to insure that applications
mdmhudmmmﬂmysmdump&ommﬂmw
control. Application files must notbe displayed or handled soas
to permit perusal or inspection by any unauthorized member of
the public.

Interoffice mail must be sent in appropriate envelopes.

No part of any application or paper related thereto should be
reproduced or copied except for official purposes.

No patent application or related document may be removed
from the premises occupied by the Patent and Trademark
Office, except for handling as reguired by the issue process,
unless specifically authorized by the Commissioner. If such
authorization is given, the employee having custody will be
responsible for maintaining confidentiality and otherwise con-
forming with the requirements of law.

Applmuonsmusmotbephcedmdeskdmwmorom
locations where they might be easily overlooked or are not
visible 0 authorized personnel.

Whenever anapplication is removed from the operating area
baving custody of the file, a charge on the PALM system must
be properly and promptly made.

Papers amriving within the groups must be properly and
prompily placed within the appropriate files. If papers are
received with faulty identifications, this should be corrected &t
oace. If papers are received at a destination for which they are
not intended due to fanlty identification or routing, appropriate
coerective action should be taken at once 0 insure the prompt
receipt theveof at the intended destination. See MPEP § 508.01
and § 508.03.

Al Patent and Trademark Offfice employees should bear in
mind at all times the critical impostance of insuring the confi-
dentiality and accessibility of patent application files and re-
lated documents, and in addition to the specific procedures
referred to above, should take all appropriate action to thatend.

Examiners, classifiers end other Patent and Trademark
Office employees who assist public searchers by outlining os
indicating a field of search, should also bear in mind the critical
impontance of insuring the confidentiality of information re-
vealed by a searcher when requesting field of search assistance.
See MPEP § *>1701<, Statutory requirements and curbs re-
garding the use of information obtained by eanemployee through
Government employment are imposed by 15 U.S.C. 15(b) and
18US.C. 1908,

Examiners, while holding interviews with attorneys and
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sure of the filing date or serial number of any ¢
by another party. mmmmwmmmm
to notes (usually in pencil) in the file wrapper.

ik

>TELEPHONE AND IN-PERSON REQUESTS FOR
INFORMATION CONCERNING PENDING OR
ABANDONED APPLICATIONS

Normally no information concerning pending or abandoned
patent applications (except reissue applications asid reexaming-
tion proceedings) may be given to the public without the
authorization of the applicant, the assignee of recoed, or the
atiorney oragentofrecord. See35U.S.C.122and37CFR 1.14.
Other exceptions are specified in 37 CFR 1.14.

When handling an incoming telephone call or an in-person
request for information regarding a pending or abandoned
patent application, no information should be disclosed untl the
identity of the requester can be adequately verified as set forth
below. Pasticular care must be exercised when a request is made
for the issue date or patent numnber assigned 10 a pending patent
application. If the issue date is later than the current date (i.e., the
date of the request), such information may be given gply o the
applicant, or the assignee of recoed, or the attorney or agent of
record.

The following procedure should be followed before any
information about a pending or abandoned patent application is
given over the welephone:

1) Obtain the caller’s full name, the application number and
the caller's telephone number. Ask the caller if there is an
attomey or agent of recoed.

a) If there is an attorney or agent of record, ask for his or her

registration numbes, If the registration number is not

. known, ask for the name of the atiomey or agentof recoed.

Inform caller that an attomey or ageat of record will be

called after verification of bis/ber identity and thas infor-

mation concerning the application will be released to that
attorney of agent.

b) If there is no attorney or agent of record, ask the caller why
ke or she is eatitied o information concerning the appli-
cation. If the caller identifies himself or berself as an
applicant or an authorized representative of the assignee
of record, ask for the correspondence address of recoed
and inform caller that his or ber associstion with e
application must be verified before any information coa-
cerning the application can be released and that be or she
will be called back, If the caller indicates that he or she is
not ao applicant or an ainthorized representative of the
assignee of record, inform caller that no information
concerning that application will be released.

2) Then, verify that information concerning the application
Rav. 14, Nov. 1962

MANUAL OF PATENT EXAM

b) Ifthe calleridentified himself or berseif as an applicam or
an authorized representative of the assignee of record, the
2950 PALM screen should be used (o verify the come-
spoadence address of recoed. The 2954 PALM screen
should be used to determine if there is an attomey or agent
of recoed. If there is an astiomey or agent of record, teir
telephone number can be obiained firom the 3552 PALM
screen.

3) Then, return the call using the tlephone number as
specified below.

a) If an attoruey or agent is of record in the application,
information concerning the application should ouly be
released by calling the attorney’s or agent’s telephone
rumber obtained from the 3552 PALM screen.

b) If the applicant or an authorized representative of the
assignee of record requests information, and there is no
attorney or agent of record and the comrespondence ad-
dress of record bas been verified, information concerning
the application can be released 0 the caller using the
telephone number given by the caller. If the caller's
association with the application cannot be verified, no
information concerning the application will be released.
However, the caller should be informed that the caller's
association with the application could not be verified.

In bandling an in-person request, ask the requesier 0 wait
while verifying their identification as in (2) above.€

102 Information as to Status of an Application
[R-14]

Status information of an application means oaly the follow-
ing information:

1. that the application is shandoned, or

2. that the application is pending, or
3. thatthe was issued 25 a patent and the patent
numbes, issue date and classification of such patent.

PATENTED

If an application on which status information is requested
mmm:mmmmmwhw

theapﬁmmybesimmmyme
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foreign patent or *>published< application, alonmabion
tndiwingonlythmmeawﬁmmm«m
may be given only (o Patent and Trademark Office employees
and parties of record such as:

(a) The applicant.

(b) The attorney or agent of record in the application.

(¢) The assignee of record in the Patent and Trademask

Office.

(d) Anyone who has and furnishes written suthority from a,

b, or c.

>A non-signing inventor (37 CFR 1.47) is entitled to status
information only after the application is accepted. See MPEP §
409.03(i).<

REFERENCED APPLICATION

If an application has been referred to by number and date in
aUnited States or foreign patent o published application, status
information may be given to Patent and Trademark Office
employees and to anyone who furaishes the Patent and Trade-
mark Office with a written request citing the application in
question by serial number and date of filing. The source docu-
ment (a United States or foreign patent or published application)
must be identified in the written request by the country, number
and date of such patent or applicatioa.

REFERENCED APPLICATION, SOURCE DOCUMENT
NOT PRESENTED

If a written request for stats information is presented
without a copy of the source document, Paient and Trademark
Office employees will check to see that the source document and
the application in question are properly identified and that the
source document refers o the application in question before
supplying the status information. Requests for information not
° accompanied with a copy of the source document may require
the Office to obtain a copy of the source document foe verifica-
tion before status information can be supplied. This may result
in some delay before the desired status information can be
forwarded 0 the requestes. |

REFERENCED APPLICATION, SOURCE
DOCUMENT PRESENTED

If acopy of the source documentis presented, the Office will
verify that the United States application in question is cited
therein. After checking, status information may be immediately
given and the source document copy may be returned o the
requester. In either case, at the time the status information is
supplied, the person supplying the status information marks the
request “Information fumished”, the date and his oc ber name.
The requestis then placed in the file wrapper oe forwarded o the
appropriate area (group art unit, sbandoned files, etc.) for
inclusion in the file wrapper as past of the official record of the
application. The applicantisnotconsulted. See MPEP § 203.08.

100-3
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contact the **>File Informatic mm%mmuwm

103 Right of Public to Inspect Patent Files and
Some Application Files [R-14]

37 CFR 1.11. Files open to the public.

(a) Afier & patent hes been issued or & stattory invention regiswa-
tion bhes been published, the specification, drawings, and all pepors
relating to the case in the file of the petent or sletutory invention
regisation ere open W inspection by the public, snd copies may be
obizined upon peying the fes therefor. See § 2.27 fus wademark files.

(b) Al reissue epplications, all applicstions in which the Officebes
ecepted arequestto open the complele spplication o inspection by the
pubslic, end related pepers in the spplication fils, we open toinspection
by ths publie, mdmpmmybcﬁmhhodmmyﬁngmmmm
The filing of reissue applications will be eancunced in the Official
Gazette. The snnouncement ehall include atlesst the filing dute, reissue
application end originel patent numbers, title, cless end subclass, nume
of the inventor, name of the owner of record, name of the stlomey or
ageni of recoed, and examining group to which the reissue application
is assigned.

{c) All requests for reenamination for which the fee under § 1.20(c)
bas been peid, will be announced in the Official Gazerte. Any reexami-
nations et the initiative of the Commissionsr pursusnt to § 1.520 will
also be annouaced in the Qfficial Gazette. The enncuncement shall
include et lesat the date of the requent, if eny, the resxuminstion regquast
control aumber ot the Commissivner initisted order control aumber,
pelent number, title, class and sebelass, vame of the invenior, came of
the pateat owner of record, and the examining group b which the
reexamination is sseigned.

(@) All pepers or capies Giereo! relating © 8 resnamination pro-
ceading which heve been entered of record in the petent or reeneming-
tion file are open o inspection by the general public, and copies may
be furmnished upoa paying the fee therefor.

(e) The file of eny interference invelving e pateat, 3 uatutory
invention regisretion, or ea epplication on which o patent >has besn<
issusd or which besbeen published es a statuiory invention regisleation,
is opea to inspection by e public, ead copies wey be oblsised upoe
paying the fes ®>therefore<, if: (1) the interference has terminated, or
(2) en award of peiority o judgment has been entered & b oll puties
and el counts,

37 CFR 1.14 Pasems applications presevved in secrecy.
L2 R R R}

() Any reguzst by & wamber of Ge public seeking eccess W, or
copies of, sny pending or Yrendoned appliculion proserved in secrecy
purseent @ paragreple (a) wd (b) of tis section, or ®any papers
relating Gereto, muat
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(1) be in the form of a petition and be sccompanied
fee set forth in § 1.17(1)(1)=, on

(2) include written authonity grepting sccess (o the mes
publicin that pasticuler application from the spplicant or the
assignes or atlorney or egeat of recond.

oNowe.< Ses § 1.612(a) for access by an interfessnce party © 2
pending or abandoned application.

(Paza. (¢) emended, 54 FR 6893, Feb. 15, 1989, offective April 17, 1989]

>PETITION FOR ACCESS

Any interested pasty may file a petition, accompanied by the
petition fee, to the Commissioner for access w an application.
Inasmuch as the Post Office address is necessary for the com-
plete identification of the petitioner, it should always be in-
cluded complete with Zip Code number. Petitions for access are
addressed by a Special Program Examiner in the Office of the
Assistant Commissioner for Patents.

The petition may by filed either with proof of service of copy
upon the applicant, assignee of record, or attormey or agent of
record in the application o which access is sought, or the
petition may be filed in duplicate, in which case the duplicate
copy will be sent by the Special Program Examiner to the
applicant, assignee of record, or attorney or agent of record in
the application (bereinafier "applicant™). A separate petition,
with fee, should be filed for each application to which access is
desired. Each petition should show not only why access is
desired, but also why petitioner believes be or she is eatitied w0
access. The applicant will normally be given a limited period
such as three weeks within which o state any objection to the
granting of the petiion for access and reasons why it should by
denied. If applicant states that he or she has no objection to the
requested access, the petition will be granted. If objection is
raised or applicant does not respond, the petition will be decided
on the record before the Special Program Examiner. A determi-
nation will be made whether "special circumstances” are present
which warranta grant of access under 35U.S.C. 122. Seebelow
when the application is the basis of a claim for benefit of an
earlier filing date under 35 U.S.C. 120 or the application is
incorporated by reference in a United States patent,

ACCESS WHERE< PATENT CLAIMS
35 U.S.C.120 BENEFIT

Whenever a patent relies upoa the filing date of an earlierbut
still pending application, the public is entitled 1o see the portion
of the earlier application that relates (o the common subject
matter, and also what prosecution, if any, was bad in the earlier
application of subject matter claimed in the patent. **>/n re
Dreyfus, 137 USPQ 475 (Comm'’s Pat. 1961). If applicant
objects to the petition for access, be or she must submit along
with the objection two sets of a copy of the portion of the
application that relates (o the common subject matter including
all materials relating to the prosecution in the application of the
subject matter claimed in the patent. Failure w0 submit these
materials will result in the entire application file being made
available to petitioner. The Office will not atiempt to separate
the noted maerials from the remainder of the gpplication.

Rev. 14, Nov. 1992

Gallo, 231 USPQ 496 (Comm'r Pat. 1986). If sppficant

to access to the entire application file, woeqmsofmemfm-
mation incorporated by reference mustbe submited along with
the objection. Failure t provide the material within the period
provided will resultin the entire application (including prosecu-
tion) being made available to petitioner. The Office will not
aitempt to separate the noted materials from the remainder of the
application. Compare In re Marsh Engineering Co., 1913C.D.
183 (Comm'e Pat. 1913).<

APPLICATION AT BOARD OF PATENT APPEALS
AND INTERFERENCES

The Board of Patent Appeals and Interferences also handles
all petitons for access to applications involved in an intesfer-
ence or baving an interference background, see 37 CFR 1.612.

PUBLISHED DOCUMENTS

If a defensive publication, an abstract or an abbreviature bas
been published, the entire application is available to the public
foe inspection and obtaining copies, see MPEP § 711.06.

REISSUE APPLICATIONS

37 CFR 1.11(b) opens ali reissue applications filed after
March 1, 1977 o inspection by the general public. 37 CFR
1.11(b) also provides for announcement of the filings of reissue
applications in the Official Gazette. This announcement will
give interested members of the public an opportunity o submit
to the examiner information pertinent (o patentability of the
37 CFR 1.11(b) is applicable caly to those reissue applica-
tions filed on or afier March 1, 1977. Those reissue applications
previously on file will not be automatically open to inspection
but a liberal policy will be followed by the Special Program
Examiner in granting petitions for access 0 such spplications.

For those reissue applications filed on or after March 1,
1977, the following procedure will be observed:

(1) The filing of reissue applications will be announced in
the Official Gazette snd will include certain identifying data as
specified ia 37 CFR 1.11(b). Any member of the general public
may request access W a particular reissue application filed after
March 1, 1977, Since norecord of suchrequest is intendedtobe
kept, an orel request will suffice. In the Record Room only the
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vised by group personnel, Although no general imitisplacedon
the amount of time spent reviewing the files, the Office may
impose limitations, if necessary **», No access will be permit-
ted while< the application is actively being processed.

(3) Where the reissue application has left the examining
group for administrative processing, requesis for access should
be directed to the appropriate supervisory personnel in the
division or branch where the application is curreatly located.

(4) Requests for copies of papers in the reissue application
file must be in writing addressed to the Commissioner of Patents
and Trademarks, Washington, D.C. 20231 and may be either
mailed or delivered to the Office mail room. The price focacopy
of an application as filed is **>set fosth in 37 CFR 1.19(a)(3)<.
Since no useful purpose is seen for retaining such written
request foe copies of papers in reissue applications, they should
be destroyed after the order has been completed.

REQUEST FOR REEXAMINATION

All requests for reexamination and related patent files are
available to the public. An announcement of the filing of each
request in which the entire fee has been paid and of each
reexamination ordered at the initiative of the Commissioner
under 37 CFR 1.520 will be published in the Official Gazette.
Procedures for access and obtaining copies are the same as those
forreissue applications indicated above. See also MPEP § 2232,

37 CFR 1.14. Patent applications preserved in secrecy.

s6GBE

(b) Except as provided in § 1.11(b) sbandoned spplications ere

likewiss not open w public inspection, except that if en application
referred to in a U.S. patent, oz in an epplication in which the *>appli-
cant< has filed an authorization to opea ths complets applicetion o the
public, is abendoned and is evailable, it may be inspected or copies
obtained by eny pereon on wrilien request without notice to the
applicant.

CeBGS

(d) Any decision of the Board of Petent Appesls snd Interferences,
oe any decision of the Commissioner oa petition, not othwwise open o
public inspsction shall be published or mede availsble for public
inepectioa if: (1) The Comunisioner believes the decision involves &
intespretation of patent laws oz regulations that would be of important
precedent valus; and (2) s epplicant, o ey pesty invelved in the
interference, does ot within two months efter being notified of the
inteation o make the decision public, object in writing o the grovad
that the decision disclosss & trede secret of other confidentiel informe-
tion. If & decision discloses such information, the spplicant or pety
shall identify the deletions in e tat of the decision considered
necessary (o peotect the information. If it is conidered the entire
decision must be withbeld from the public © protact such informetion,
the applicent or party must explain why. Applicents or parties will be
given time, not less then twenty days, W request reconsiderstion end
sesk count review before eny portioas of declsions e made peblicover
their objection. See § 2.27 for vademark applications.
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patent. Status information may be supplied if the application
is identified in gny published patent docurnent (world wide). 37
CFR § 1.14(b), however, is limited to a U.S. patent. Access to
an sbandoned application is available t any member of the
public only if te application is referenced in a U.S. patent.

An abendoned file referenced in a U.S. patent may be
ordered by any member of the public hrough he File Infomation
Unit. Orders for files stored in repositories within the Crystal
City (Aslington, Virginis) area are normally filled within4 w0 8
hours. Orders for files stored at the Federal Records Center in
Suitlend, Maryland are normally filled within 4 10 S days. An
abandoned file received by a member of the public must be
returned w the charge counter in the File Information Uit
before closing the same day it is received.

37 CFR § 1.14(b) allows public inspection of abandoned
applications referred to in defensive publications.

Access to abandoned patent applications forming apartof a
File Wrapper Continuation (FWC) application is governed by
37CFR § 1.14(b). Further, under 37 CFR § 1.62(f) where access
is granted to such an sbandoned application, access may also be
granted to the FWC application.<

37 CFR 1.14(d) malkes explicit the conditions under which
significant decisions of the Patent and Trademark Office will be
made available to the public, and includes reference todecisions
of the Board of Patent Appeals and Interferences and the
Commissioner,

The section is applicable to decisions deemed by the Com-
missioner to involve an interpretation of patent laws or regula-
tions that would be of significant precedent value, where such
decisions are contained in either pending or shandoned applica-
tions or in interference files not otherwise open to the public. It
is epplicable whether or not the decisionis a finsl decision of the
Patent snd Trademark Office.

37 CFR 1.14(d) is considered to place a duty on the Patent
and Trademark Office to identify significant decisions snd t
take the steps necessary 0 inform the public of such decisions,
by publication of such decisions, in whole or in pant. It is
anticipated, boweves, that uo more than a few dozen decisions
per year will be deemed of sufficient importance 0 wasrant

publication under the authoeity of this section,
L] ]

37 CFR 1.15 Requeus for idewsifiable records.
{(e) Reguesia for records, not disclosed o the public e pert ol the
regulae informationel sctivity of the Pelew) snd Teademark Office and
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which are not ctherwise dealt with in ">the< rules in (Ghis pat **>ahall
be made in writing, with the eavelope and the letier clearly marked
"Freedom of Information Requeat,” Esch lmh requesl, 50 m
Office, Mmofmmmammmm&ww
ingtoa, D.C. 20231." or baad delivered to the Office of the Solicitoe,
Patent end Trademark Office, Aslington, Vicginia. The sequest will be
processed in secordance with the procedures set forts in Part 4 of Tidds
15, Code of Federal Regulations.

(b) Any person whose request for records bas been initially deaied
in whole or in pest. or bas not been timely determined, may submit o
written appeal as provided in § 4.8 of Tite 15. Code of Federal
Regulations.

() Procedures applicable in the event of seevice of process ot in
connection with estimony of employess on official metters and pro-
duction of official documents of the Patent and Trademark Office in
civil legal proceedings not involving the United States shall be those
established in parts 15 and 15u of Tite 15, Code of Federal Rogula-
tions.<

[Amended 53 FR 47685, Nov. 25, 1988, effective Dec. 30, 1988)

ACCESSIBILITY OF NON-FINAL DISCOVERY
OPINIONS AND ORDERS ISSUED BY THE BOARD
OF PATENT APPEALS AND INTERFERENCES

A number of inquiries bave been received from the patent
bar and other interested persons relating to discovery peactice in
interferences before the Board of Patent Appeals and Interfer-
ences. The inquiries indicate a need for making available w the
public non-final Board opinions, including coacurring and
dissenting opinioas, as well as orders, made in the adjudication
of discovery matier: before the Board. While non-final opinions
need not be made available to the public {5 U.S.C. 552(a}2)],
in order to satisfy (he need, copies of non-final opinions issued
by the Board will be kept in a file in the Service Branch of the
Board in the U.S. Patent and Trademark Office (Crystal Gate-
way 2, 1225 Jefferson Davis Highway, Room 10C01, Arling-
ton, Visginia). Opinioas in e file may be reviewed by the
public during normal business bours (8:30 A.M. w0 5:00 PM.).
Copies of opinions may be made by the public oa reproducing
equipment** or copies may be ordered at **>the cost set forth
in 37 CFR 1.1%a)(3)<.

In view of the provisions of 35 US.C. 122 and 37 CFR
*31.14(a)<, a consent will be obtained by the Office from all
parties in an intesference before an opinion issved in connection
with the interference is placed in die file if the interference file
is not otherwise available to the public. Preliminary indications
are that the parties and their counsel generally consent.

In order to obtain optimum dissemination of the information
contained in the file, opinions placed therein will be indexed
according to specific topics. Copies of the index will be updated
from time to time a3 the need occurs. Specific questions relating
to the index and file may be directed to the Patent Interference
Examiners.

The initial index is as follows:

INDEX
1.00 Discovery in genecal [37 CFR § 1.673]
1.10 Requests and service under 37 CFR 1.673
1.20 Requests under 37 CFR 1.68%Xb)
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3,33 Related o
£.3% Relalsd w insouitable condue
1.34 Ciber

1.40 Motioss uader 37 CFR 1.67%e)
1.50 Agtion under 37 CFR 1.616

1.60 Agresmanis undes 37 CFR 1.687(d)

tsoftecotd.otwmney wmmwm
agent< of record will be permitted to have access to the file of
any pending application, except as provided for under 37 CFR
1.11(b) or under the interference rules, unless writlen authority
from one of the above indicated pasties, identifying the applica-
tion o be inspected and the name of the person suthoeized ©
have access, is made of record, or upon the written order of the
Commissioner, which will also become a part of the record of
the case.

>A non-signing inventor (37 CFR 1.47) isentitled @ access
an application caly after the application is accepled. See MPEP
§ 409.03(i).

A person acting in a representative capacity under 37 CFR
1.34(a) may not execute & power to inspect an application. For
a discussion of power of attomey in an application see MPEP §
402.<

Approval by the primary examiner of a power to inspect is
not required. The clerk of the group to which the application is
assigned ascestains that the power is properly signed by one of
the above indicated parties, and if acceptable, entess *>it< into
the file. If the power to inspect is unacceptable, notification of
ron-entry is written by the clerk to the person who signed the
powet,

When a power to inspect is received while a file is under the
jurisdiction of a service branch, such as the Customer Services
Division, the Service Branch of the Board of Patent Appeals and
Interferences, and the Patent Issue Division, the question of
permisgion to inspect is decided by the bead of the branch who,
if be or she approves, indicates the approval directly on the
power.

A “power to inspect” is, in effect, the same as a “power ©
inspect and make copies.”

Where an applicant relied upon his or her application as a
means to interfere with a competitoe's business or customers,
permission to inspect the application may be given the competi-
tor by the Commissioner. (Ex Parte Bonnie-B Co. Inc., 1923
CD. 42; 313 0.G. 453 >(Comm's Pat. 1922)<.) Such permis-
sion is via petition for access under 37 CFR 1.14%{e)<.

An unrestricied power (o ingpect given by an applicant is,
under existing practice, recognized as good until apd unless
rescinded. The same is true in the case of one given by the
amymmwmnmchmymmmm
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ence files is given only to persons who are entitled thereto or
who are specially authorized to have access under 37 CFR 1.14
and to insure also that the file recoed identifies any such
specially authorized person who has been given access toafile,
the following peactice will be observed by all personnel of the
Patent and and Trademark Office:

1. Access, as provided for in the Rules of Practice, will be
given on oral request o any applicant, patentee, assignee, 0¢
attorney or agent of record in an application or patent only upon
proofof identity or upon recognition based on personal acquain-
tance.

2. Where a power of attoruiey or authorization of agent was
given (o a registered firm prioe to July 2, 1971, access will be
given upon oral requestas in paragraph 1 above toany registered
member or employee of the firm who has signatory power for
the firm.

3. Unregistered employees of attorneys or agents, public
stenographers, and all other persons not within the peovisions of
paragraphs 1 and 2 above will be given access caly upon
presentation of a writfen authorization for access >{power to
inspect)< signed by a person specified in paragraph 1 above,
which authorization will be entered as a part of the official file.
>The power to inspect must specifically name the pesson who
is entitied to inspect and copy the application. An associate or
representative of the named person is not entitied toaccess to the
application on behalf of the authorized person. Further, the
power (o inspect must specifically identify the application by
serial number and be limited to a single application.<

105 Disbarred Attorney Cannot Inspect

Patent and Trademark Office employees are forbidden 0
bold either oral or written communication with an attorney who
has been suspended or excluded from practice regarding an
application unless i be one in which said atorney is the
applicant. Powez 1o inspect given to such an attorney will notbe
accepied.

106 Control of Inspection by Assignee [R-14]

The assignee >of record< of the entire interest in an applica-
tion may intervene in the prosecution of the case, appointing an
attomey of bis or her own choice. (See **>37CFR 3.71<.) Such
intesvention, however, does not exclude the applicant from
access to the application to see that it is being prosecuted
properly, unless the assignee makes specific reguest o that
effect. Even when such request is made, the applicant may be
permitied w0 inspect the case on sufficient showing why such
inspection is necessary to conserve his or ber rights. In re The
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the application.

110 Confidential Nature of the International
Application [R-9]

PCT Article 30 Confidential Nature of the lrsernational Application.

(1X{a) Subject to the provisions of subparagraph (b), the Intema-
tonal Buresn snd the Internationa] Searching Authorities shall not
allow sccess by eny person or authority © the international epplication
before the internstions] publication of that application, unless re-
quested or authorized by the applicant.

(b) The provisions of subperagraph (a) shall not spply o any
wansmitial o the compelent International Sesrching Auﬂwnty ©
wansmittals provided for under Artcle 13, and o communicati
provided for under Asticle 20.

(2){(a) No national Offfice shall allow access to the international
applicgtion by third parties, unless requested or suthorized by te
applicant, before the earliest of the following dates:

(i) date of the internationsl publication of the intemnstional

(ii) date of the receipt of the communication of the international
applicetion under Asticle 20,

(iii) date of the receipt of a copy of the international epplication
under Agticle 22.

(b) The provisions of subparagreph (a) shall not prevent any
nationel Office from informing third perties thet ithes been designated,
or from publishing that fect. Such information or publicstion may,
boweves, contsin only the following date: identification of the receiv-
ing Office, name of the epplicant, international filing date, interna-
tional epplication aumber, and title of the invention.

(c) The peovisions of subparsgraph (e) shall mot prevent any
designated Office from allowing soccess t te interoationel application
for the purposes of the judicial suthorities.

(3) The provisions of pezegreph (2)(s) shell apply to any veceiving
Office except a3 fer a8 rensmittals provided for under Article 12{1) are
concerned.

(4) For the purposes of this Article, the team “‘sccess”™ covers iy
means by which thisd pasties may scquire cognizsnce, including
individual communication end geaersl publicetion, provided, bow-
ever, that no ueticas! Office shall generally publish an internstionsl
epplication or its ranslation before the international publication or, if
interuations] publication hes wot takea place by the expizstion of 20
months from the priority date, before the expiration of 20 months from
the suid priority dets.

35 US.C. 368. Secrecy of cenain inventions; filing international
applications in foreign countries.
(e) Internetions] applicstions filed in e Peient end Trademek
Office ghall be subject © the provisions of chapter 17 of this title.
() In avcordance with anticle 27(8) of Le eaty, Ue filing ol an
interostions] application in e country other Genthe Unitad Statesonthe
inveation made ip this couniry shall be counsidered tw constitate e
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filing of ea epplication in 8 foreign country within the m
chapter 17 of this tithe, whether or ant the United States is d
in that international spplicatioa.

(c) I @ license ¢ file in a foreign country is vefused or if
international spplication is ordered (o be kege secvet and & permit
refused, the Patent and Trademark Office when acting a8 8 Receiving
Office, International Sesrching Authority, or Intemnations! Preliminery
Examining Authority, may not disclose the conienis of suck applica-
tion to anyone not authorized (o receive such disclosure.

g of

37 CFR 1.14(a) relating to access to international applica-
tions is found in MPEP § 101.

Althoughmostinternational applications are published soon
after the expiration of 18 months from the peiority date, PCT
Article 21(2)(a), such publication does not open up the Home
Copy or Search Copy to the public for inspection.

115 Review of Applications for National
Security and Property Rights Issues [R-14]

Secrecy Orders

37 CFR 5.1 Defense inspection of ceriain applications.

(a) The movisions of this pert shall epply to both national and
international spplications filed in the Patent end Trademark Office and,
with respect to inventions made in the United Statzs, to epplicstions
filed in any foreign country or any international authority other then the
United States Receiving Office. The (1) filing of & nationd] or @
international application in & foreign country or with en international
authority other than the United States Receiving Office, ot (2) ransmit-
talof an internationsl application to a foreign agency or an intemational
authority other than the United States Receiving Office is considered
to be a foreign filing within the mesning of Chapter 17 of Tide 35,
United States Code.

(b) In accordance with the provisions of 35 U.S.C. 181, patent
applications containing subject matter the disclosure of which mightbe
detrimental to the national security are maede available for ingpection by
defense agencies as specified in said section. Qaly epplications obvi-
ously relsting to nationsl secusity, end epplications within fields
indicated to the Patent end Trademark Office by the defense agencies
as so related, ase made available. The inspection will be mede only
®>by< respoasible represcatatives authorized by the ageacy W review
applications. Such representatives are required w sign a dated sc-
knowledgement of access accepting the condition thet information
obtained from the inspection will be used for no purpose other than the
administration of 38 U.S.C. 181-188. Copies of spplications may be
made aveilable to such representatives foe inapection cutside the Patent
and Trademark Office under conditions assuring that the confidential-
ity of the applications will be meintained, including the conditions thal:
(1) all copies will be returned o the Patent end Tredemark Office
promply if no secrecy order is imposed, of upon rescission of such
order if one is impoeed, end (2) no edditionel copies will be made by
the defense agencies. Arecordof theremoval sndreturn of copies made
availeble for defense inspection will be meintained by the Patent ead
Tredemark Office. Applications relating to slomic enesgy e made
availeble o the Depertment of Energy s specified in § 1.14 of this
chapter.

All applications filed in the Pasent and Trademark Office are

be foundin 35 U.S.C. 181 which provides, i

Wwammmm

the national security, hmmmemm
such invention is disclosed avsilable for inspection t the Atomic
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If the agency concludes that disclosure of the inventicn
would be detrimental to the national secusity, the Commissioner
is notified. The Commissioner then issues a Secrecy Order and
withholds the grant of a patent for such period as the naticnal
interest requires.

For those applications in which the Government bas a
peoperty interest, responsibility fornotifying the Commissioner
of the need for a Secrecy Order resides with the agency baving
that interest.

A second purpose for the screening of all applications is
identify inventions in which DOE or NAS A might have prop-
erty rights. See 42U.S.C. 2182 and 42 U.S.C. 2457 and MPEP
§ 150.

A third function of the screening procedure is 0 process
foreign filing license petitions under 37 CFR 5.12(a). See MPEP
§ 140.

*%*> Some applications bave a label (Form PTO-1305) on
the upper right hand cormer of the face of the file wrapper. A
Notice of Allowance snd Issue Fee Due may not be mailed for
those applications if the "REV" on the Iabel is circled (although
the Examiner may be given credit for a disposal). Such cases
must be forwarded to Licensing and Review o have the security
review completed before the Notice of Allowance can be
mailed. Cases in which oaly “DOE" and/or "NASA" is circled
should be counted for allowance and the notice of allowance
mailed before being sent to Licensing and Review for process-
ing under the Atomic Energy and Space Acts.<

While the initial screening is performed only by designated
personnel, all examiners bave a responsibility to be alest for
obviously sensitive subject matier either in the original disclo-
sure or subsequently introduced, for example>.< by amend-
ment. Such applications should be forwarded to Licensing &
Review. It would be helpful if the examiner would identify the
significant subject matter such as by a check mark in the margin
of the paper.

120 Secrecy Orders [R-14]

37 CFR 3.2 Secvecy ovder.

(e) When notified by the chief officer of & defense sgency that
publicetion or discloswre of Uie investicn by te granting of s paiest
would be detzimental @ Ghe vationsl securily, mmdummmvm-

screened foe subject matter the disclosure of which might  tonbe kept secret will be issued by the Commissioner of Paitents and
impact the national security based on information providedby  Trademarks.
Rev. 14, Nov. 1992 100-8



(b) The secrecy order is directed to the
designated as principals.

(e)AmmMMmyMwﬂhM%dmm
of record in the application end will be scoompanied
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(d) The secrecy order is directed to the subject malier of the
epplication. Where any other application in which a sacrecy ovder bas
not been issued discloses a significant pert of the subject matier of the
application under secrecy order. the other application and the common
subject matter should be called to the attention of the Patent end
Trademark Office. Such e notice may include eny materisl such as
would be urged in a petition to rescind secrecy orders on cither of the
applications.

37 CFR 5.3 Prosecution of application under secrecy orders; with-
holding patens.

Unless specifically ordered otherwise, action on the application by
the Office and prosecution by the applicant will proceed during thetime
an application is under secrecy order to the point indicated in this
section:

(&) National spplications under secrecy order which come to a final
rejection must be appealed or otherwise progecuted to avoid ehandon-
ment. Appeals in such cases must be completed by the epplicant but
unless otherwise specifically ordered by the Commissioner will not be
set for hearing until the secrecy order is removed.

(b) An intzrference will not be declared involving nationsl eppli-
cations under secrecy ozder. However, if an epplicant whose applica-
tion is under secrecy order seeks to provoke an interference with e
issuved patent, a notice of that fect will be placed in the file wrapper of
the patent. (See § 1.607(d)).

(c) When the national application is found to be in condition for
allowance except for the secrecy order the applicent and the sgency
which caused the cscyecy order to be issued will be notified. This notice
(which is not a notice of allowance under § 1.311 of this chapler) does
not require respoase by the applicant and places the national applice-
tion in a coadition of suspension until the secrecy order is removed.
When the secrecy order is removed the Patent and Trademark Office
will issue 2 notice of allowance under § 1.311 of this chapter, or take
such other action as may then be warranted.

(d) Intemnational applications under secrecy onder will not be
mailed, delivered or otherwise trangmitted to the internationdl suthori-
ties or the applicent. International spplications uader secrecy order will
be processed up 1 the point whare, if it were not for the secrecy ceder,
record and search copies would be transmitied to the international
authorities or the applicant.

37 CFR 5.4 Petition fov rescission of secrecy ordev.

() A petition for rescizsion or removel of & secrecy order may be
filed by, or oa behalf of, eny principel effectad theseby. Such petition
may be in letter foamn, and it must be in duplicste. The petition must be
accompanied by one copy of the application or e order for te same,
unless & showing is made thes such e copy bas eiready been furnizhed
o the department or agency which caused the sscrecy order o be
issued.

(b) The petidon must recite any and all facts thet purport o reader
the order ineffectual or futile if this is the basis of the petition. Whea
prior publications og petents wre elleged (be petitionmust give complete
data as to such publications or pateats end should be sccompenied by
copies thereof.

() The petition must identify sny contrect betwesn the Govera-
ment and any of the principels, under which tie sebject matter of the
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estion” of the secrmcy order.

(&) Pesitions for 8 permit of modification must fully recite the
reagon or purpose for the moposed daclosure. Whese any proposed
disclomse & knowe © be clewred by 2 defense sgency % receive
classified information, sdequate explanstion of such clearence should
bemade in the petition including e name of the sgency ordepuztment
granting the clearsace end Gie date sad dogres theseof. The petiien
must be filed in duplicate ead be eccompanied by oze copy of the
epplication or enoadet for the same, unlses a showing is mede thet such
s copy has alreedy been fomished ® the department of sgency which
caused the secrecy oeder t be issued.

(c) In & petitica for modification of 8 secrecy order © permit filing
abroed, &l countries in which it s proposed ® file must be made
knowa, @ well as all sttorneye, sgeats and others @ whom the materis)
will be consigned grior to being lodged in the foreign patentoffice. The
petition should include a etatement vouching for the loyally end
integrity of the propossd disclosees and where thelr clearance ststus in
this or the foreign country is known all deteils should be given.

(&) Conzent to the disclosure of subjectmatter from cae spplicstion
under secrecy order may be deemed © be consent to the disclosure of
common subject matier in other applications under secrecy order so
long 8 not taliza cut of content in @ munner disclosing material beyond
the modification granted in the first application.

(¢) The permit or modification may contain conditions and limita-
tons.

37 CFR 5.6 Geneval and group permits.

(a) Organizstions requiring consent for disclosure of spplications
under secvecy order to persons of csgenizations in conpection with
repeated routine operation may petition for such consent in the form of
& genersl permit. To be successfisl such petitions must ordinarily recite
the securily clesrance status of the disclosses as sufficient for the
higheet clussification of materisl that msy be involved.

(b) Where identical disclosess endcircusnstances areinvolved, and
cousent is desived for the disclozwe of each of e specific list of
applications, the petitions may be joined.

37 CFR 8.7 Compensation.

Any request for compensation s provided in 35 U.S.C. 183 must
B0t be made & te Pelant ead Tredemesk Office but should be made
directly to the depectiment or ageacy which cansed the secrecy order
be izsued. Upoa written request persons having eright to such informa-
tioa will be informed es to the department or agency which caused the
secrecy order o be issesd.

37 CFR 5.8 Appeal to Secresary.

Appeal t the Secretary of Commerce, a8 provided by 35 USC.
181, from a secvecy order cannot be taken wotil sfier 8 petition for
rescission of the secrocy ceder biss been made wnd denied. Appeal must
be tken within 60 days from Ge daie of be deviel, 1nd he puty
appedling. as well us te deparument oz sgoncy which caused %he onder
o beissued will be notified of the tzne snd place of bewring. The appeal
will be beard wnd decided by the Secretary or such oficeror officers as
be may designain.
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Three types of Secrecy Orders, each of adifferent
issued as follows:

1) Secrecy Onder and Pesmit for Foreign
Countries - wmmmmmmmm
technical data whose export is controlled by the guidelines
contained in DOD Directive 5230.25 dated November 6, 1934
which reviews expost coatrol under 10 U.S.C. 140(c) and the
Militarily Critical Technology List (MCTL).

2) Secrecy Order and Permit for Disclosing Classified
Information - to be used for those patent applications which
contain technical data that is properly classifiable under a
security guideline where the patent application owner has a
currerk DOD Security Agreement, DD Form 441, which re-
quires protection of classified technical data as prescribed in the
Industrial Security Manual (ISM).

3) Secrecy Order - to be used for those patent applications
that contain technical data properly classifiable under a security
guideline where the patent application owner does not bave a
DOD Security Agreement.

-The first Secrecy Order is intended to permit the widest
utilization of the technical data in the patent application while
still controlling any publication or disclosure which would
result in an unlawful exportation. This type of Secrecy Order is
based on the applicable export controls in either the Commodity
Coatrol List (CCL) or the Munitions Lists of the International
Traffic in Arms Regulation (ITAR), and identifies the countries
where corresponding patent applications may be filed. Coun-
tries with which the United States has reciprocal security
agreements are: Australia, Belgium, Canada, Denmark, France,
Federal Republic of Germany, Greece, Italy, Japan, Luxem-
bourg, Netherlands, Norway, Portugal, Spain, Sweden, Turkey
and the United Kingdom. Please note that applications >subject
to a secrecy order< cannot be filed directly with the European
Patent Office since no reciprocal security agreement with this
organization exists. Applicafions must be filed in the individual
EPO member countries identified above.

The intent of the second Secrecy Order is to treat classified
technical data presented as a patent application in the same
manner as any other classified material. Accoedingly, this
Secrecy Order will include a notification of the classification
level of the technical data in the application.

The third type of Secrecy Order is used where the other types
of Orders do not apply, including Orders issued by direction of
agencies other than the Department of Defense.

The Secrecy Orders apply 0 the subject matter of the
invention, not just to the patent application itself. Thus, the
Secrecy Order restricts disclosure or publication of the inven-
tion in any form. Furthermore, other patent applications already
filed or later filed which contain any significant pert of the
subject matter of the application also fall within the scope of the
Order and *>must< be brought o the attention of Licensing &
Review if such applications are not already under Secrecy Order
by the Commissioner.

The effects of a Secrecy Order are detailed in the notifying
letter and include restrictions oa disclosure of the invention and
delay of any patent grant until the Order is rescinded.

Rev. 14, Nov. 1992

applicants desire to change the Power of Atomey in
mwummmm the name, date of birth and
Social Security number of the new sttorney(s) should be in-
cluded in the change notice 9o that Licensing and Review may
conduct the necessary security cleasance checks.

i should also ensure that the correspondence ad-
dress (37 CFR 1.33) of any application under Secrecy Order
represents a location suitable for the receipt of security informa-
tion.

If the Secrecy Order is applied to an international applice-
tion, the application will not be forwarded w the Internationsl
Burean as long as the Secrecy Order remains in effect. If the
Secrecy Onder remains in effect at the end of the time limitunder
PCT Rule 22.3, the interastional application will be considered
withdrawn (abandoued) because the Record Copy of the inter-
national application was not received in time by the Interna-
tional Bureau (37 CFR §.3(d), PCT Article 12(3), and PCT Rule
22.3). If the United States of America has been designated,
bowever, it is possible to save the U.S. filing date, by fulfilling
the reguirements of 35 U.S.C. 371(c) prior to the withdrawal.

Subject matter under Secrecy Order must be safeguarded
prevent access by unauthorized persons.

Applicants may petition for rescission ormodification of the
Secrecy Order. For example, if the applicant believes that
certain existing facts or circumstances would render the Secrecy
Order ineffectal, he o she may informally contact the sponsor-
ing agency w discuss these facts or formally petition the
Comumissioner to rescind the Order. The applicant may also
petition the Commissioner for a permit to disclose the invention
to another or o modify the Secrecy Order stating fully the
reason of purpose for disclosure of modification. Anexampleof
such a situstion would be a request to file the application in g
foreign country. The requirements for petitions are described in
37 CFR 5.4 and 5.5. The law also provides that if an sppesl is
necessary, it may be taken 10 the Secretary of Commerce under
the peovision of 37 CFR 5.8. Any petition or appeal should be
addressed w the Commissioner of Patents and Trademarks,
Atention: Licensing and Review, Washington, D.C. 20231.

If, prioe W or afier the issuance of the Secrecy Order, any
significant part of the subject malter or material information
relevant o the application bas beea or is revealed to any US.
citizen in the United States, the principals must prompily inform
such person of the Secrecy Order and the penalties for improper
disclosure. If such part of the subject makier was or is disclosed
toany person in & foreign country or foreign national inthe U S,
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disclosure; name and address of the disclosee; identificati
such subject matier; mdmymMaimbyaUS gawm«
ment agency to export such subject matter. If the subject matter
is included in any foreign patent application or patent, this
should be identified.

that the Government has adopted or contemplates adoption of
the alleged invention disclosed in an application; vor is it any
indication of the value of such invention.

Under the provision of 35 U.S.C. 181, a Secrecy Order
remains in effect for a period of one year from its date of
issuance. A Secrecy Order may be renewed for additional
periods of not more than one year upon notice by a government
agency that the national interest so requires. The applicant is

notified of any such renewal.

) The expiration of or failure to renew a Secrecy Order does
not lessen in any way the respousibility of the principals for the
security of the subject matter if it is subject 0 the provisions of
Executive Order 12356 or the Atomic Energy Act of 1954, as
amended, 42U.S.C., 141 et. seq. and 42U.S.C. 2181 et. seg. or
other applicable law unless the principels have been expeessly
notified that the subject patent application has been declassified
by the proper authorities and the security markings have been
authorized to be canceled or removed.

121 Handling of Applications and other Papers
Bearing Security Markings [R-9]

Under Executive Order for Nationgl Security Information
(Executive Order 12356, 47 Federal Register, Number 66 page
14875 et seq., April 12, 1982) standards are prescribed for the
marking, handling, and care of official information which
requires safeguarding in the interest of security.

Papers marked as prescribed in the Executive Order, and
showing that such macking is applied by, or at the direction of,
a government agency, are accepied in patent applications. All
applications or papers in the Patent and Trademark Office
bearing words such as “Secret” or “Coafidential” must be
promptly refesred tw Group 220 for clarification or security
treatment. Under no circumstances can any such spplication,
drawing, exhibit, or other paper be placed in public recoeds,
such as the patented files, until all security markings bave been
considered and declassified or otherwise explained.

Authorized security markings may be placed on the patent
application drawings whea filed provided that such markings
are outside the illustrations and that they are removed when the
material is declassified, 37 CFR 1.84(1).

100-11

classified o under Secrecy Ordes, mmsmmwm
teqm to do %0, by emmm nmide me Gm@ 220,

In case of 2 m lqecnm. while such action must be
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pleted by the zpplicant to prevent abandonn
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Intesference until the Secrecy Order is removed, unless specifi-
cally oedered by the Commissioner.

When a Secrecy Order case is in condition foe allowance, a
notice of allowability (Form D-10) is issued, thus closing the
prosecution. Any amendments received thereafier are not ea-
tered oe responded 0 until such time as the Secrecy Order is
rescinded. At such time, amendments which are free from

Duetotheadditional administrative burdens associated with
bandling pepers in Secrecy Order cases, the full statutory period
foe respoase will ordinagily be set for all Office actions issued
on sech cases.

Sometimes applications bearing security markings but no
Secrecy Order come up for cxamination. In this case, the
examiner should require the applicant 1 seek imposition of a
Secrecy Order or authority to cancel the markings. This should
peeferably be done with the first action and, in any event, prior
to final disposition of the application.

140 Foreign Filing Licenses [R-14]

35 U.S.C. 184. Filing of application in foreign country

Encept when snthorized by  license oblained from the Comunis-
siousr @ pereon shall not file or cause or sathorize to be filed in sny
foreign couniry price o 9ir mouts after filing in the United Sistes en
spplication for patentor for the registrativn of autility model, induetrial
design, or model in reepect of en invention made in this country. A
license shall not be granted with respect © sa invention subject to an
order issued by Gie Commissionss pursusnt o section 181 of this tide
without the concurrence of the bead of the departments snd Ge clief
officers of the sgencies who cunsed e ordes W be izsuved. The license
may be grenied rebrosctively where @ epplicsiion bes besn filed
does not disclose an invention within e scope of section 181 of tis
tide.

‘The term “epplication” whea veed in Gis chapler inclsdes spplica-
Gons end eny modifications, emendments, or supplements therelo, or

The scope of & license vhddl pumit suhsequent modifications
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which would require such application to be mads svailable for inspec-
tion under such section 181. In any case in which slicenseis not crwes
not, required in order to file an spplication in any foreign country, such
subsequent modifications, smendments, end supplements may be
made, without a license, to the application filed in the foreign country
if the United States application was not required (o be made available
for inspection under section 181 and if such modifications, amend-
ments, and supplements do not, or did not, change the general nature of
the invention in & manner which would require the United States
application to have been made availsble for inspection uader such
section 181.
[Amended by Public Lew 100-418, August 23, 1988)

35 U.S.C. 185 Patens barred for filing without license

Notwithstanding any other provisions of law any person, and his
successors, assigns, or legal representatives, shall not receive a United
States patent for en invention if that person, of his successors, assigns,
or legal representatives shall, without procuring the licease prescribed
in section 184 of this title, have made, or consented to or assisted
anothes's meking, application in aforeign country for a patent or for the
registration of a utility model, industrial design, or model in regpect of
the invention. A United States peteat issued W such a person, his
SUCCEs50Ts, assigns, of legal representatives shall be invalid, unless the
failure to procure such license was through ervor and without deceptive
intent, and the patent does not disclose subject matier within the scope
of section 181 of this title.

[Amended by Public Law 100-418, August 23, 1988]

35U.5.C. 186 Pendlty

Whoever, during the period or periods of time an invention has
been ordered to be kept secret and the greant of a patent thereon withheld
pursuant to section 181 of this title, shall, with knowledge of such order
and without due suthorization, wilifully publish or disclose or authog-
ize or cause to be published or disclosed the invention, or material
information with respect thereto, or whoever willfully, in violation of
the provisions of section 184 of this title, shall file or cause or anthorize
to be filed in any foreign country ea spplication for patent or for the
registration of & utility model, industrial design, or model in regpect of
any invertion made in the United States, shell, upon conviction, be
fined not more then $10,000 or impriscned for not more then two years,
or both.

[Amended by Public Law 100-418, Augest 23, 1965]

The amendments made to 35 U.S.C. 184, 185 and 186 by
Public Law 100-418 apply 0 all United States patents granted
before, on, or after August 23, 1988, to all applications for
United States patents pending on or filed after August 23, 1988,
and ¢o all licenses under 35 U.S.C. 184 granted befoee, on, or
after August 23, 1988

Mose specifically, paragraphs (c) and (d) of section 9101 of
Public Law 100-418 read as follows:

"Sec. 9101. INCREASED EFFECTIVENESS OF PATENT LAW

L X R X X ]

(c) REGULATIONS .- The Commissioner of Patents end Trede-
maerks shall prescribe such regulations s may be necesswry © imple-
ment the amendments made by Gis section.

Rev. 14, Nov. 1992
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dete of ensctment of this section with respect @ o peieat o spplication
for patent, if vo sppesl from such docision is pending and e time for
filing an appeel has expired.

(3) o United Statee patent granted before the dats of enactment of
this section shell sbeidge or affect the right of sny person of his
successoes in business who made, purchesed, orvsed, priorto suchdate
of ensctment, anything protectad by the palent, to continus the uweof,
meMhMMmMMWmem
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used the specific thing in reasoasble relistce on such invelidity or
uneaforcesbility. If a purvon remsonebly relied on such invalidity or
uneaforceehility, the court before which such matier is inquestion may
provide for the continued menufectme, vee, or sele of the thing made,
puechased, or used as specified, oz for the menufacture, use, or sele of
which substantisl preperation was made before the date of enaciment
of this section, end it may also provide for the continued practice of sny
process practiced, or for the practice of which subsientisl preparstion
was made, prior t0 the date of ensctment of this section, to the extent
and uader such terms as the court desms equitable for the protection of
investments made or business commenced before such date of enact-
mens. -

(4) The unendments made by this section shall not affect the right
of any perty in eny case pending incourton the daie of ensctment of this
section to bave its righis or liabilites —

(A) under eny pataant before the count, or

(B) under any pelent granted after such dute of ensctment
which is relatad to the patent before the court by deriving priority
rightsunder section 120 or 121 oftitle 35, United States Code, from

& patent o an epplicetion for patent common @ both pelenis,
determined on the basis of e substantive law in effect before the date
of enscznent of this section.”

[Edicor’s nots: The date of ensctment of Public Law 100-418 wa
Avgust 23, 1988.)

35 US.C. 187 Nonapplicability to ceviain persons

‘The prohibitions end penslties of this chupter shall not epply to eny
officer or ageat of the Uited States scting within the scops of bis
suthority, nor t0 any person scting upon his wrilten instrections or

35 U.S.C. 188 Rules and regulasions, delegation of power

The Atomic Energy Comumission, the Secretery of e defense
department, the chief officer of sy depurtment or sgency of the
Government designated by the President us 8 defense agency of e
Usited Staize, and e Secretary of Commerce, may sepertiely issus
rules eand regulations o ensble the respective depurienent or agency
carry out the provisions of Gis chapter, snd may delegate sny power
conferred by Wis chapler.

37 CFR3.11 License for filing in aforeign country an application on
an invension made in the United States or for transmitting an inderna-
-onal applicats

{a) A licezse from e Commizsioner of Pulsats and Trademaurks

100- 12
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agency< or any international agemcy other then the United States
Receiving Office> < if >the invention was made in the Uaited States
and<:

(1) An spplication on the invention has beea **>filed< in the
United States less than six months prior o the date on which the
applicetion is >to be< filed, or

(2) No application on the invention bas been filed in the United
States.

(b) The license from the Commissioner of Pateats and Trademerks
referred to in paragraph (a) would also suthorize the exportof techaical
dats abroed for purposes related for pusposes ®>relating< to the
preparation, filing or possible filing and prosecuiion of a foreign patent
application without separately complying with the regulatioas coa-
tained in 22 CFR Partz 121 - 130 (International Traffic in Arms
Regulations of the Department of State), 15 CFR Pant 379 (Regulations
of the Office of Expoet Administration, Internations! Trade Adminis-
tration, Department of Commerce) and 10 CFR Past 810 (Foreign
Atomic Energy Programs of the Department of Energy).

(c) Where technical dats in the form of a patent application, or in
any form, is being exported for purposes related to the preperation,
filing or possible filing and prosecution of a foreign patent application,
without the license from the Commizsioner of Patents and Trademarks
refesred to in paragraphs (a) or (b) of this section, or on an inveation not
made in the United States, the export regulations contained in 22 CFR
Paris 121 through 130 (Intemational Trefficin Arms Regulations of the
Depertment of State), 15 CFR Part 379 (Regulations of the Office of
Export Administration, International Teade Administration, Depart-
ment of Commerce) and 10 CFR Pazt 810 (Foreign Atomic Energy
Programs of the Department of Energy) must be complied with unless
a license is not reguired because a United States application was on file
at the time of the export for at least six months without a secrecy onder
under § 5.2 being placed thereon. The term “exported” means exportas
itis defined in 22 CFR Parts 121 through 130, 15 CFR Part 379 and 10
CFR Part 810.

(d) If & secrecy order has been iszued under § 5.2, an application
cannot be exporied to, or filed in, & foreign country (including an
international agency in a foreign country), except in accordance with
§5.5.

(e) No license puzsuant to paragraph (a) of this section is required®:

(1) *>If the< invention was not mede in the United States, or

(2) *>If the corresponding< United States applicationisnotsubject
to & secrecy ozrder under § 5.2, and wes filad ot least six mouths prioe
10 the date on which the spplicstion is filed in a foreign country >, of

(3) For subseguent modifications, amendments and supplements
containing additionel subject matier (o, or divisions of, a foreign petent
application if:

(1) & license is not, or was not, required under paragragh (e)(2)

ofmmmmhrmefmumpmmappwm.

(ii) the corresponding United States was not required

to be made aveaileble for inspection uader 35 U.S.C. 18L and § 5.1  end

(iii) such modificetions, emendmeants, and supplements do not,

ordid not, change the general nature of the invention in a manner which

would require any corresponding United States application t be or
have been available for inspection under 35USC. 18l end § S.1<.

{f) A license pursuant o pwagraph (a) of this ssction can be
revoked ot say time upon written wotification by the Patent and
Trademak Office. An suthorizstion to file 8 foreign patent spplication
resulting from the passage of six months from the deie of filing of
United Stzies patent applicstion may be revoled by the imposition of
a secrecy ordes.

100-13

(Pazas. (a) & (0)(0) nad (2) amended. Jan. 16, 1991, 56 7R 1924,
Fab. 19, 1991; pare. (e}(3) added, an. 18, 1991, S6FR 19524, effocnive Feb. W»
198t}

37 CFR &!2 k
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receipt will indicate if 2 torase is granted. ¥ de m
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pazagraph (b) of this section.

(b) Petitions for licenss should be prescated in letier fom end must
include the required foe (§ 1.07(h))*%>. If< expedited handling of the
petition is also sought, the petitionsr’ s address, and full instructions for
delivery of the requesied license when it is to be delivered W otherthen
the petitiones.

37 CER 5.13 Petition for license; no corresponding application.

[ no corresponding nationsl orintermetionsl application has been
filed in the United States, the petition for licease under § 5.12(b) must
be accompanied by the required fee (§ 1.17(h)), if expedited handling
is *sought >of the petition<, and  legible copy of e material upon
which license is desired. This copy will be retsined a2 @ messure of the
license granted. For azsistence in e identificationof the subjectmatter
of each license 10 issued, it is suggested thet the petition be submited
in duplicate and provide a title and other description of the maerial.
The duplicate copy of the petition will be returned with the license oz
other action on the petition.

37 CFR 5.14 Petition for license; corresponding U.S. applicasion.

(a) Where there is & comresponding United States applicstion on
file, a petition for license under § 5.12(b) must include the required fee
(§ 1.17(k)), if expedited bandling of the petition is also sought > < and
must identify this applicstion by serial number, filing date, inventor,
and tithe, *>and< @ copy of the malerisl upon which the license is
desired is not required. The subject matter licensed will be sneasured by
the disclosure of the United States spplication. Where the title is not
descriptive, and (e subject matter is clemly of bo interest from 8
security standpoint, time may be saved by a shost statement in the
petition as to te natuge of the invention.

(b) Two or more United Stubes upplicetions should not be referred
to in the same petition for license unless they are io be combined in the
foreign of international epplicetion, in which event te petition should
o state and the identification of each United States spplication should
be in separate puragrephs.

(c) Where the spplication o be filed or exported sbroud contsing
maiter not disclosed in (e United States application or applicetions,
including the case wheze the combining of two or more United States
applications introduces subject matier not disclosed in any of them,
copy of te application a8 it is to be filed in Be foreign counlry or
internations] epplicetion which is to be rensmitiad © 8 foreign inter-
national or nations] sgency for filing in the Receiving Office, must be
furvished with the petition. If, bowever, dll new muiter in the foreign
ot international applicetion to be filed is readily identifishle, the new
matter enay be submitied in detei] snd the remsinder by referenceto e
pestinent Usited States epplicytion or spplications.

37 CFR3.1S Scope of license.

{2)> Applicaiions or other materiels reviewed pursuant to §§ 5.12
theough 3.14, which were oot required @ U made availshle for
inspection by defense sgencies under 35USC. 181 and § 5.1, will be
eligible for a liconse of the scope provided in this paragreph. This
licenze permits subseguent modificslions, eneedments, snd supple-
ments conteining edditions] subject matier W, or divisons of, a foreiga
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patent application, if such changes to the application do Bot alter the
mwommwmmmmmwm
United States spplication (o have besa made availsble for inspection
under 35 U.S.C. 181 and § 5.1. This licsnse also covers Uie inventinee
disclosed in foreign spplications which had bees granted s license
under this part prior to April 4, 1584, end which were Bot subject i
security inspection uader 35 U.S.C. 181 and § 5.1.< Grant of *>is<
license **authorizes the expost and filing of en spplication in aforeign
country or the transmitting of en inernstionsl epplication v any
foreign patent egency of international patent ageacy when the subject
matter of the foreign or international application coresponds to that of
the domestic application. This license includes authority:

(1) Toexportandfile all duplicste end formsl >epplication< pepers
*e5in< foreign *>countriss< of »with< intermational sgencies;

(2) To meke amendments, modifications® and supplements, in-
cluding divisions, changes or supporting matter consisting of e
illustration, exemplification, comperison, or explanation of subject
matter disclosed in the application; >end<

(3) To take any action in the prosecution of e foreign or interna-
tional application **>provided that the adding of< subject matter or
*>taking of< any action under peragraphs (2)(1) *>and< (*»2<) of this
section >which< does not change the general nature of the **>inven-
tionx disclosed **>in the application in a manner which would require
such application to bave been made available for inspection under 3§
U.S.C. 181 and § S.1 by including< technicel dats pertaining to:

(i) Defense services or articles designated in the United States
Munitions List appliceble at the time of foreig filing, the unlicensed
exportation of which is prohibited pursuant to the Arms Export Control
Act, as amended, end 22 CFR Parts 121 through 130; or

(ii) Restricted Data, sensitive nuclear technology or technology
useful in the production or utilization of special nuclesr material or
atomic energy, the dissimination of which is subject to restrictions of
the Atomic Energy Act of 1954, zs amended, and the Nuclesr Nou-
Proliferation Act of 1978, sz implemented by the regulations for
Unclassified Activities in Foreign Atomic Energy Programs, 10 CFR
810, in effect at the time of foreign filing.

(b) >Applications or other materials which were required o be
made available for inspection under 35 U.S.C. 181 and § S.1 will be
eligible for & license of the scope provided in this paregraph.< Grant
of >this< license **authorizes the export and fling of en applicetion in
a foreign country or the transmitting of an intemational epplication W
any foreign patent agency or international patent egency. Fusther, this
licenise includes authority **>to export end file< al} duplicste and
formal papers **»in foreign couatries or withe foreiga **>mnd<
international patent *>egencies< and to make amendments, modifice-
tions*>, end< supplements w>, file divisions of < and take sy tctica
in the prosecution of the foreign or intemational applicetion, provided
subject matier additional to thet covered by the license is notinvelved.

(c) A license granted under § S.12(b) pursuantto § 5.13 or § 5.14
shall have the scope indicated in peragraph (e) of this sectine, fitiz o
specified in the license. A petition, sccompenied by the required fee (§
1.17(h)), may also be filed W change a license having the scope
indicated in peragraph (b) of this section o e license baving the scope
indicated in paragraph (a) of this section. >No such petition will be
granted if the copy of the material filed pursuant © § 3.13 or any
corresponding United States spplication was required v be made
available for inspection under 35 U.S.C. 181 end § 5.1.< The change
in the scope of a license will be >effective< ag of the date of the grant
of the **>patition<.

(d) In those cases in which no license iz requized to file the foveign
application or Bansmit the internationsl epplicstion, no license is
required to file papers in connection with the prosecution of the foreign
ot international epplication not involving te disclosure of sdditionsl
subject mauer.
Rev. 14, Nov. 1992
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(f) Licenses npcm&y greated in conaection with two or more
United States applications mey be exercised by combining or dividing
the disclomumes, a8 desized, provided:

(1) Subject matter which changes the generdl netuse of (e subject
matier disclosed ef the Ume of filing or which involves subject matier
listed in peragraphs (a){*>3<)(i) or (ii) of this section is notintroduced,
aad

(2) In the case where at least one of the licenses was obtained under
§ 5.12(b). additions] subject matter is not introduced.

(g) A license does not apply to acts done before the license was
granted. See § 5.25 for petitions for retroactive licenses.

Pwas. (@)(c), (e) & () amonded, Jen. 18, 1991, 56 FR 1924, elfecive
Feb. 19, 1991}

37 CFR 5.16 Ejffect of secrecy ordev.

Any license obtained uader 35 U.S.C. 184 is ineffective if the
subject matier is under 8 secrecy cades, and a secrecy order probibits the
exercise of or ey further sction under the license unless separately
specificelly suthorized by & modification of the secrecy order in
eccordance with § 5.5.

37 CFR 3.17 Who may use license.

Licenses may be used by snyone interestad in Gie expont, foreign
filing, orintesnational trensmittal for or on behalfof the nventor or the
inventoe's assigns.

37 CFR 5.18 Arms, anununition, and implemenis of war.

(2) The exportation of technicsel data velsting to axms, ammunition,
and implements of wer generally is subject to the International Traffic
in Arng Regulstions of the Depurtment of State (22 CFR Parts 121
turough 128); the asticles designated s wrms, snumunition, wnd imple-
ments of war we esvmsratad in te U.S. Munitions List, 22 CFR
121.01. However, if o palent spplicent complies with vegulations
issued by the Commissioner of Patents and Tredemarks under 35
U.S.C. 184, oo separsie approval from the Department of State is
required unless the epplicant seeits © export technical datas exceeding
thet used o support & palenl gpplicstion in a foreign country. This
exemplion from Department of Stete regulations is applicable regaed-
less of whether a licease from the Comunissioner is reguired by the
provisions of §§ $.11 end 5.15 (22 CFR 125.04(b), 125.20(b)).

(b) When & peizot spplicstion conteining subject malier on the
Munitions List (22 CFR 121.01) is subject t 2 secrecy order under §
5.2 and & petition is mude under § 3.5 for 2 modificetion of the secrecy
oeder o pevmit filing dbroed, & spwrate request to the Depestument of
State for authority W expoet classified information is wol reguired (22
CFR 125.05(d)).

37 CFR $.19 Expovt of techwicel data,

(-)ummmusmmm»mwwmu S,
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(b) A validated export license is not required for data contained in
a patent application prepared wholly from foreign-origin technical data
where such spplication is being sent to e foreign inventor to be
executed and reaumed to the United States for subsequent filing in the
U.S. Patert and Trsdemark Office (15 CFR 379.3(c)).

(c) Inguiries conceming the export control regulations for the
foreign filing of technicel dats other than petent epplications should be
mede o the Office of Export Administration, International Trade
Administration, Department of Commezce, Washington, D.C. 20230.

37 CFR 5.20 Export of technical data relaing to sensitive nuclear
technology.

(2} Under regulations (10 CFR 810.7) established by the United
States Departinent of Energy, an spplication filed in accordance with
the regulations (37 CFR 5.11 through S.33) of the United States Patent
and Trademark Office and eligible for foreign filing under 38 U.S.C.
184, is considered to be information svailable to the public in published
form and a generally authorized activity for the purposes of the
Depertment of Energy regulations.

(b) Inquiries concerning the export of seasitive nuclear techinology
otber than related to the filing or prosecution of a foreign patent
applicetion should be made to the Attention: Secretary, United States
Department of Energy, Office of International Security Affeirs, Wash-
ington, D.C. 20858.

37 CFR 5.25 Petition for reiroactive license

(a) A patition *>for< 8 retroactive license under 35 U.S.C. 184
shall be presented in accordence with § 5.13 or § 5.14>(a)<, and shall
include:

(1) A listing of >each of< the foreign countries in which the
>unlicensed< patent applicetion material was filed.

(2) The dates on wheh the material wes filed >in each country<,

(3) A verified statement >{oath or declazation)< containing:

(i) An sverment that the subject matter in question was not
under e secrecy order &t the time it was filed shroad, and that it is not
currently under & secrecy oeder,

(i1) A showing that the license has been diligiently sought

after discovery of the proscribed foreign filing, and
- (iii) An explanstion of why the material wes *filed sheoed
>through error and withowt deceplive inteat< without the required
license under § S.11 firet baving been oblained, and

(4) The required fee (§ 1.17()).

The sbove explantion must inlcude a showing of facts rather then
& mere ellegetion of *>ection-through erroe and without deceptive
intent<. The showing of facts s to the nature of the error should include
statements by those persous having personsl knowledge of the acts
regerding filing in e forsign country end should be accompanied by
copies of eny necesssry supporting documents such s letiers of
transmittal or instructions for filing. The ects which we alleged ®
constitute *verror without deceptive intent< ehould cover the period
*euleading up to and including each of the prosceibed foreign filings<.

(b) If & petition for a retzoactive license iz denied, & time period of
not less then thisty days shall be set, during which the petition may be
renewed. Failure to renew the petition within the set time period will
resultin a fina) denial of the petition. A finel denial of a petition stands
uless a petition is filed uader § 1.181 within two moaths of the date
of the denisl. If tie petition for e reroective license is denied with
respect to the invention of e peading epplicstion ead no petition wder
§ 1.181 bes been filed, ¢ final rejection of e spplicetion under 35

100-13
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37 CFR 5.31 Effect of modification, rescission ov license.

Any consemt, reecission ot license uader the provisions of this pant
daes uot lessen the responsibilities of the principels in respect  any
Goverument contzact of the requirements of eny other Government
agency.

37 CFR 5.32 Papers in English lengusge.

All papers submitted in connection with petitions must be in the
English language, or be sccompenied by an English trancistion end @
translator’s centificete as to the true, feithful and exact charecter of the
translation.

37 CFR 5.33 Correspondence.

All correspondence in connectioa with this part, including peti-
tionz, should be sddressed to “Commissioner of Palents and Trade-
marks (Atiention Licensing and Review), Washington, D.C. 20231.

In the interests of national security, the United States gov-
erumentimposes restrictions on the export of technical informa-
tion. These restrictions are administered by the Departments of .
Commerce, State, and/or Energy depending on the subject
matter involved. For the filing of patent applications in foreign
countries, the authority for export control bas been delegated to
the Commissioner of Patents and Trademarks.

There are two ways in which permission o file a patent
application abroad may be obtained: either a petition for a
foreign filing license may be granted (37 CFR 5.12) or sa
applicant may wait six months after filing a patent application
in the PTO (35 US.C. 184) at which time a license on that
subject matter is no longer required as long as no Secrecy Order
has been imposed (37 CFR 5.11(*>e<){(2)).

There are several means by which a foreign filing licease
may be issued. First, every U.S. origin application filed in the
PTO is considered to include an implicit petition for a foreign
filing license. The grant of a license is not immediate or even
insured. If the application is not marked by the security screen-
egs, the petition is granted. Thic is indicated to the applicant by
the presence on the filing receipt of the phease “Foreign Filing
License Granted” and a date. The license becomes effective on
the date shown, Further, grent of this license is made of record
in the application file by means of a similar notation oa the file
jacketof the application below the “Foreiga/PCT Applications™
data. The scope of this license is quite broad as set fosth in 37
CEFR S. lS(a)
wmmmmsvms lz(b) Applicanis
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Yicense is not granted or (2) in which the filing receipt has not yet
been issued (37 CFR 5.14(a) or (b)) or (3) in which there is no
corresponding U.S, application (37 CFR 5.13) or (4) in which
subject matter additional ¢ that already licensed is soughtto be
licensed (37 CFR §.14(c) and §.15(e)) oz (5) in which expedited
handling is requested. The scope of any license granted on these
petitions is indicated on the license. If applicants desire expe-
dited processing (turn around time of three business days or less
(starting with the date of receipt of the petition in Licensing and
Review) or if the petition covers subject matter corresponding
toa U.S. application in which the filing receipt has not yet been
issued) afeeis charged (See 37 CFR 1.17(h)). There is vy fee for
other petitions under 37 CFR 5.12(b).

Petitions under 37 CFR §5.14(a) or (b) as well as any license
granted on the petition are given paper numbers and endorsed on
the file wrapper. Petitions under 37 CFR §.14(c) are not ordinar-
ily made of record in the file.

Applicants granted a license under 37 CFR 5.12(b) having
the relatively narrow scope indicated in 37 CFR 5.15(b) may
petition under 37 CFR 5.15(c) to convert the license to the broad
scope of 37 CFR 5.15(a). A fee is charged for such a petition
(See 37CFR 1.17(h)). If the petition is granted, the change in the
scope of the license is effective as of thas day.

Finally, aretroactive license may be sought if an unlicensed
foreign filing has occurred through error and without deceptive
intent. However, the requirements of 37 CFR 5.25 must be
fulfilled in order for such a petition to be granted. Note that
licenses under 37 CFR 5.25 aze only made retroactive with
respect to specific acts of foreign filing, and therefore the
countries, the actual dates of filing and the establishing of the
nature of the error must be provided for each act of proscribed
foreign filing for which a retroactive license is sought. Also, the
required verified statement must be in oath or declaration form.

Upon writien notification from the® >Patent and Trademark
Office<, any foreign filing license required by 37 CFR 5.11(a)
may be revoked. Ordinarily, revocation indicates that additional
review of the licensed subject matter revealed the need for
referral of the application to the appropriate defense agencies.
Revocation of a filing receipt license (37 CFR 5.12(a)) does not
necessarily mean that a petition under 37 CFR 5.12(b) for a
license of narrower scope will not be granted. The revocation
becomes effective on the date on which the notice is mailed.
Foreign filings which occurred prige to revocation need vot be
abandoned or otherwise specially treated; bowever, additional
filings without a license are not permitied unless six moaths
have elapsed from the filing of any corresponding U.S. applica-
tion. Papers and other documents needed in support of prosecu-
tion of foreign applications may be sent abroad if they comply
with any pertineat export regulations. Of course, if and once a
Secrecy Order is issued, the restrictions thereof must immedi-
ately be observed.

Ouly the imposition of a Secrecy Order will cause revoca-
tion of the authosity which arises from 35 US.C. 184 wfile a
foreign patent application six months or later after the date of
filing of a correspouding U.S. patent application.

The penalties for failing (0 obtain any necessary license ©
file a patent application abroad are set forthin 35U.S.C. 182, 35
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US.C. 185 and 35 US.C. 186 and inclce

\pplications for pelents which disclose® or which appewr ©
disciose, wmhmmmmmwmmdmmmm
ing to atomic ensrgy are reportsd (o Be Deper ufﬁwxy which
Depummwﬁbegwmmmm 1
ing does not coastitue & delermination mmmmmmwm
m&m»npm%umfmm@ﬂmmmm&mmm
that such in fact discinses subject maller in calegotien
specified by sections 151(c) and 151(d) of the Atomic Ensrgy Actof
1954, 68 Stag, 919; 42 U.S.C. 2181(c) and (d).

Title 42 United States Code, Section 2182 reads in part:

No petent for any invention oz discovesy, useful in the production
or utilization of special nuclesr materisl or stomic energy, shall be
issued unless the applicant files with the epplication, or within Gty
days after request thevefor by the Commissioner of Patents (unless the
Commission advises the Commissioner of Patents thet its rights bave
been detesmined and thet accordingly ao statement is necessay) a
statement under oath setting forth te full facts susrounding the making
of conceplion of the invention or discovery described in the epplication
and whether the invention or discovery was made or conceived in the
course of or under eny contrect, subconirect, or wrangement entered
into with oz for the beaefit of the Comumnission, regurdiess of whether
the contract, subcontract, or azrengeznent involved the expenditure of
funds by the Commission. The Commissiones of Patents shell 23 soon
as the application is otherwise in condition for dlowance forwand
copies of the spplication end the statement to the Comunission.

Similarly, 42 U.S.C. 2457 provides in past

() Pasers application. No patent may be issued to any spplicant
other then the Administretor for any inveution which appears to the
Commissioner of Petents to bave significant wility in the condut of
sezonanticnl and spece activities unless the epplicunt files with te
Commissioner, with the epplication or within thirty days after request
thesefor by the Commissioner, & writien staisment executed underosth
setting forth the full facts concering the circumstances under which
such invention was made and stating the relationship (if say) of such
invention o the performance of 2ay work under any contract of the
Administration. Copies of each stztement sud spplication to which it
relates shall be tramamitted forthwith by the Commissioner o the

Propesty rights statements t0 DOE or NASA may be filed at
any time but should be updated if necessary to accurately reflect
propesty rights at the tme the application is allowed.

Shoedy after filing, an informal request for a propesty rights
statement will be mailed to those applicants whose applications
have been marked by the security screeners as being of interest
t0 DOE or NAS A. While no formal time period s set, aresponse
by applicants within 45 days will expedite processing. If the
statement submitied during this period is defective, another
letier is sent from Licensing and Review detsiling the deficien-
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received oe if repeated efforts to coevect 8 defective
evidence an absence of cooperation on the part of the & ;
a formal request for a statement in accordance with the statutes
will be made. A 30 day statutory period for response is then set.
There is no provision for an extension of this time period. Ifno
proper and timely statement is received, the application will be
held abandoned and the applicant so notified. Such applicati
may be revived under the provisions of 35 U.S.C. 137. In re
Rutan, 231 USPQ 864 (**>Comm's Pat.< 1986).

> Any papers pertaining to property rights under section 152
of the Atomic Energy Act, 42 U.S.C. 2182, (DOE), or section
305(c) or the National Aeronautics and Space Act, 42 US.C.
2457, (NASA), that have not been associated with the applica-
tion file, or have not been made of recoed in the file and
processed by the Liceasing and Review section, must be sent o
the Licensing and Review section immediately.<

151 Content of the Statement [R-14]

The law requires the statement to set forth “the full facts™
surrounding the conception and making of the invention. These
facts should include those which aze unigue to that invention.
The use of form paragraphs or printed forms which set forth only
broad generalized statemnents of fact is not ordinagily regarded
as meeting the requirements of these statutes.

The word “applicant™ in both of these statutes has been
construed to mean the inventor or joint inventoes in persod.
Accordingly, in the ordinary situation, the statements must be
signed by the inventor or the joint inventors, if available. This
construction is consistent with the fact that no other person
could normally be more knowledgeable of the “full facts con-
cemning the circumstances under which such invention was
made,” (45 U.S.C. 2457) or, “full facts surrounding the making
or conception of the invention or discovery™ (45 U.S.C. 2182).

In instances where an applicant does not have firsthand
knowledge whether the invention involved work under any
contract, subcontract, o arrangement with or for the beunefit of
the Atomic Energy Commission, o had any relationship to any
work under any contract of the National Aeronautics and Space
Administration, and includes in bis ststement information of
this nature derived from others, bis >or ber< statement should
identify the source of his >or ber< information. Altematively,
the statement by the applicant could be accompanied by a
supplemental declaration or oath, as to the contractual matiers,
by the assignee or other person, €.g., an employee thereof, who
has the requisite knowledge.

When an applicant is deceased or incompetent, or where it
is shown (0 the satisfaction of this Office that he or she refuses
to furnish a statement or cannot be reached after diligent effosts,
declarations or statements under cath setting forth the informa-
tion required by the statutes may be accepted from an officer oe
employee of the assignee who has sufficient knowledge of the
facts. The offer of such substitute statements should be based on
the actual unavailability of oe refusal by the applicant, rather
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an oath of
' mbestmedbyaﬂ
edin 914 0G. 1 for

citizemsof .. vesiding

at declare: Ther I (we) made and conceived the

invention described and claimed in patent application Serisl Number
filed in the United States of Americaon

titted
(Cheekandmplewuthal oz [f. below)
L. (for Inventors Employed by an Orgenizstion)
Thet I (we) made and conceived this invention while employed by

Thaz the invention is related to the work I am (we sre) employed o
perform and was made within the scope of my (ow) employment
duties;

Thut theinvention was made during working howrs end with the use
of fecilities, equipment, materials, funds, information wnd services
of, .

COther relevant facts are:
That to the best of my (m)howhdgemdbelwfb-admn
information provided by of
=R

. (For Self-Employed Inventors)

That § (we) meds and coaceived this invention on my {our) own
tirae uging caly my (our) owa faciiities, equipment, muterials, funds,
information and services.

Oher velevant facts are

‘That to e best of my (our) knowledge end belief:

{Check Ul. andfor IV. below a3 appropwiste)

1. The invention or discovery wes Bot made or conteived in the
course of, o in comnection with, or under the terms of aoy contract,
subconirect or errangement eatered into with or for the bepefit of e
United States Atomic Energy Commission or i3 successors Energy
Resewrch end Development Adminivwstion or the Depariment of
Energy.

—AND/OR—

V. The invention wes not taude vnder nor is there any relationship
Mmemvmwmmwuymmmymmof

The undersigned inventor(s) declare(s) further tiat 2l statements
mads herein of bis or her (thek) own knowledge are true and that all
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validity of the application or eny patsat issuing thereos.
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