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Errorsin a Eatent may be correctad in three
ways, namely by reissue, by the issuance of a
certificate of correction which becomes a part of
the patent, and by disclaimer.

1401 Reissue [R-50]

85 U.8.0. 251. Relasue of defective patents. When-
ever any patent is, through error without any deceptive
tntention, deemed wholly or partly inoperative or
invalid, by reason of a defective specification or draw-
ing, or by reason of the patentee claiming more or less
than he had a right to claim in the patent, the Com-
missioner shall, on the surrender of such patent and
the payment of the fee required by law, reissue the
patent for the invention disclosed in the original patent,
and In accordance with a new and amended application,
for the unexpired part of the term of the original
patent. No niew matter shall be Introduced inty the
application for relssue.

The Commissioner may lusue geveral refssued patents
for distinet and separate parta of the thing patented,
upon demand of the appiicant, and upon payment of
the required foe for a rejusue for each of such reisgued
patents.

The provisiong of this title relating to apolications
for patent shall be applicable to applications for re-
fssne of a patent, ecxeept that application for reissue
may be made and sworn to by the assignee of the
entire interest {f the application does not seek to
enlarge the scope of the claims of the original patent.

No reissued patent shall be granted enlarging the
scope of the claims of the original patent uniess applied
for within two years from the grant of the original
patent.

85 U.B.C. 41. Patent Fees. (a) The Commissioner
shall charge the following fees: .

4. On filing each application for the reissue of a
patent, $65; in addition, on filing or on presentation
at any other time, $10 for each claim in independent
form which is in excess of the number of independent
claims of the ariginnl patent, and $2 for each c¢laim
(whether independent or dependent) which is# in ex-
cess of ten and alse in excess of the number of claims
of the original patent. Errors in payment of the addi-
tional fees may be rectified in accordance with regu-
lations of the Commissioner. . . .

The reissue claims must be “for the invention
disclosed in the original patent.” as required by
35 U.S.C. 251, In re Rowand et al, 187 USPQ
487 (CCPA. 1975).

The usual grounds for a reissue are that the
claims are too narrow or too broad, or that the
disclosure has inaccuracies. A reigsue was
granted in Brenner v. State of Israel, 862 O.G.
661; 158 USPQ 584, where the only ground
urged was failure to file a certified copy of the
original foreign application to obtain the right
of foreign priority under 35 U.S.C. 119 before
the patent was granted. The correction of mis-
joinder of inventors was held to be a I{?rmund
for reissue in Ex parte Scudder, 169 USPQ 814.

When a rveissue application is filed within
two years from the date of the original patent,
a rejection on the ground of lack of diligence
or delay in filing the reissue should not he made.

A “claim” for the benefit of an earlier filing
date in a foreign country under 35 U.S.C. 119
must be made in a reissue application even
though such a claim was made in the applica-
tion on which the original patent was granted.
However, no additional certified copy of the
foreigm application is necessary. 'The procedure
is similar to that for “Continuing Applica-
tions” in § 201.14(b).

The heading on printed copies will not he
carried forward to the reissue from the original
patent. Therefore, it is important that the file
wrapper be endorsed under “Claims Foreign
Priority.”

The applicant is permitted to present every
claim that was issued in the original patent for
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1401.01

s fee of 65 dollars. Additional claims must be
id for in the same manner as claims must be

paid for in original applications. The filing fee

for a design reissue application is 65 dollars.

1401.01 Requisites [R-48]

&7 OFR 1.171. Application for reissue. An application
for relsmue must contain the same parts reguired for
an appilcation for an original patent, complying with
all the rules relating thereto except as otherwise pro-
vided, and in addition, must comply with the reguire-
ments of the rules relating to reissue applications. The
applieation must be accompanied by a certified copy of
an abstract of title or an order for a title report, to
be placed n the file, and by an offer to surrender the

original patent (§ 1.178).

1401.02 By Whom Filed and to
Whom Granted [R-48]

37 CFR 1.172. Applicants, assignees. (a) Reissue ap-
plications must be signed and sworn to, or declaration
made, by the inventors except as otherwise provided
(see §§1.42, 1.43, 1.47), and must be accompanied by
the written assent of all assignees, if any, owning an
undivided interest in the patent, but a reissue applica-
tion may be made and sworn to or declaration made by
the assignee of the entire interest if the application
does not seek to enlarge the scope of the claims of the
original patent.

{b) A reissue will be granted to the original patentee,
bis legal representatives or assigns as the interest may
APPEAT.

The examiner must inspect the abstract of
title to determine whether 37 CFR 1.172 has
been complied with.

1401.03 Notice in Original File
[R-48]

37 OFR 1.17%. Notice of reissue application. When an
application for a refssue is filed, there will be placed
in the file of the original patent a notice stating that
en application for reissue has been flled. When the
refssue ig granted or the relssue application is other-
wise terminated, the fact will be added to the notice
in the flle of the original patent.

Whenever a reissue application is filed, a
form PT0-445 notice is entered on the file
wrapper of the original patent and pertinent
data filed in by the Application Division. When
divigional or continuation reissue applications
are filed, a separate form for each application is
placed in the original patent. When the reissue
15 granted or the prosecution of the reissue ap-
plication is terminated, it is important that the
Record Room be informed of that fact by writ-
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ten memo and the information is applied by the
Record Room on the notice in the patented file.

1401.04 Offer To Surrender Original
Patent and When Such
Patent Is Returned [R-50]

37 CFR 1.178. Originel patent, The application for a
reissue must be accompanied by an offer to surrender
the original patent. The application should also be
accompanied by the original patent, or if the original
iz lost or inaccessible, by an afiidavit or declaration to
that effect. The application may be accepted for exami-
nation in the absence of the original patent or the affida-
vit or declaration, but one or the other must be supplied
before the ecase is allowed. If a reissue be refused, the
original patent will be returned to applicant upon his
request.

The examination of the reissue application
on the merits is made even though the offer to
surrender the original patent or an affidavit or
declaration to the effect that the original is lost
or inaccessible has not been received, but in such
case the examiner should require one of them in
the first action. Either the original patent or
an affidavit or declaration as to loss or inacces-
sibility of the original patent must be received
before the examiner can allow the reissue ap-
plication.

If applicant requests the return of his patent,
on abandonment of the reissue application, it
will be sent to him by the Mail and Correspond-
ence Division and not by the examining group.

An applicant may request that a surrendered
original patent be transferred from an aban-
doned reissue application to a continuation or
divisional reissue application. The clerk mak-
ing the transfer should note the transfer on the
“Contents” of the abandoned application. The
Serial Number and filing date of the reissue ap-
plication to which it is transferred must be in-
cluded in the notation. Where the original pat-
ent grant is not submitted with the reissue ap-
plication as filed, patentee should include a copy
of the printed original patent. Presence of a
copy of the original patent is useful for the
calculation of the reissue filing fee and for the
verification of other identifying data.

1401.05 Use of Original Drawing
[R-48]

37 CFR 1.174. Drawings, (1) The drawingg upon
whieh the original patent svas issned may be used in
reissue applications if no changes whatsoever are to
be made in the drawings. In such cases, when the re-
issue application is filed, the applicant must submit
a temporary drawing which may consist of o copy of
the printed drawings of the patent or a photoprint of
the original drawings securely mounted by pasting on
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14'01 06 léom of - 5 peclﬁcatmn @d phcants for rexssue, ‘n addxtion ‘tor complymg with the
lﬂlmg { "4’8] ‘ *-eqmrements oi' the ﬁrst sentence of §1.65, must also

. file With their o lications a statement under oath or
87 CFR-1. 173 S’pec:ﬁmtion The speciﬁcatzon of the dee!aration as f(?ll:ows- ¢

reissue apphcatmn’ ‘must inciude the'entire specification (1) When the appli cant ¥ enly believes ﬂ] & ongina]
and ‘claims of ‘the patent; with the matter to be omit: patent to’ be wholly. or partly inopérative or invahd
ted ‘by relssue encloged iz sguare-brackets; -and.any statmg such 'benef and the reasons why, :

additiong made by ‘the relssue must be underlined, so 2y When it inied that such patent 5 50
that the old and the new specifications and claimg-may ﬂperative or invalid “by Teason “of 5 defective’ speclﬁ-
be readily compared. Clalme should not-be renumbered caﬂon or drawlng b iﬂarly gpecifying sueh
and the numbering of claims added by relssue should ﬁefecta : :

follow the number of the highest numbered patent “{3) Whén it 15" c]aimed tHat ‘such patent 15 mop-
claim “No. new ttxatter ﬁh&ﬁ be mtrodueed into the erative or invalld “py 1 reason of the patentee claiming
speciﬁcation more or less than he had 2 right to ‘claim ‘in‘the

The file wrapper~ of zzﬂ relssue apphcatmns patent,” distinetly’ specvamg the excess ¢ or msuﬂidency
are stamped “REISSUE”. above the Serial to the ¢laims.

Number on the front of the ﬁle “Relssue ‘also (4) When the. apphcant 15 aware of' prior art ‘or
appears below the Serial Number on the prmted other information relevant to patentability, not pre-
label on the file wrapper.. viously considered by the Officé, which might cause the

Cut up soft copies of the original patent,  examiner to deem the original patent wholly or partly

with each COLUMN securely mounted on a  inoperative or invalid, ‘particularly specifying such
separate sheet may be used in preparing the  prior art or other information and requesting: that if
Femﬁcatxon and claims. It should be noted the examiner so deems, the applicant he permitted to
that amendments to the relssue 'tpphcatlons amend the patent and be granted a reissue patent. .
should not be prepared in this way. In reissue {3) Particularly specifying the errors or what might
apphr'ahons, both the descriptive portlon and be deemed to be errors relied upon, and how they arose
the claims must be amended as specified in 87  or occurred.

CFR 1.121(a). Note 37 CFR 1,121(e). - (6) Stating that said ‘errors, if any, arose “without
An ex‘xmple of the form for a thce-relssued any deceptive mtentmn" on the part of the apphcant
patent is found i in Re. 23 ,508 , ( by Corroboratiug aﬁﬁdavitq or declarations of others
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sonaﬂy by:the primary examiner.: . :

The: rezwae oath or:declaration must: pomt-out
very specifically what-the defects are and how
the errors arose. The statements of the oath-or
declaration must be of facts and not conclusions.

An allegation that the specification-is. insuffi-
cient merely because the ¢ aims are too narrow
ordma,rﬂy 9atlsﬁes pamgmph (a) (3). of, the

brmgs within. its. scope,_ a 1y -8 27 '
embraced by the, patent. c}mms A chum road-
ened .in’ one limitation is a ‘broadened. claim
thongh. lt may be narrower in other-. details. Fox
‘ypew! .. v::Corona. Typewrite Co /282
F.-502 In re Bostwmk; 26 CCPA 1.1' s
2d 886,41 USPQ 279; Schenk v. Uni
Airers” Corp.; 48'F. Supp 679, 51 USPQ 519;
and Mercoid Corp. v. Milwankee Gas Specmlty
Co., 33 E. S 681 46 USPQ 23; and In re
Rogoﬁ 120 %P P 1958).

87 CFR 1.175° pemmts a patent owner to have
new prior art considered by the Office by way of
a reissue. application without ‘making any
changes in t e claims or specification. The re-
quirement for an oath or declaration alleging
that the reissue applicant believes “the original
patent to be wholly or partly inoperative or in-
valid. . . .” is dispensed with in § 1.175(a) (1)
unless the appllcant believes that to be the case.
Section 1.175(a) (4) reco that reissues
may. be fled to have the patentabxhty of the
original patent considered in view of prior art
or other information relevant to patentability
which was not previously considered by the
Office.

Thus, a pabentee may file a reissue if he ‘be-
lieves his patent is valid over prior art not pre-
viously considered by the Office but would like
to have a reexamination. The procedure may be
used at any time during the life of a patent.
During litigation, a federal court may, if it
chooses, stay proceedings to permit new art to
be considered by the Office.

If a reissue application is filed as a result of
new prior art with no changes in the claims or
specification and the examiner finds the claims
patentable over the new art, the application will
be rejected as lacking statutory basis for a re-
issue, since 35 USC 251 does not authorize re-
issue of a patent unless it is deemed wholly or
partly inoperative or invalid. However, the rec-
ord of prosecution of the reissue will indicate
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USPQ 820 (CCPA 1974)

1401 09 Exammauon of Relssue
[R-52]

LY OFR 1.0706. Bzamination of reissue. An original
claim, if re-presented in the reissue application, is sub-
jeet to reexaminstion, and the entire application will
be examined in the same manner ag original applica-
tions, subject to the rmles relating thereto, excepting
that division will not be reguired. Applications for
reissue ‘will be acted on by the.examiner in advance of
other applications; but not sooper .than. two. months
after announcement of the filing of the reissue appil-
cation has appeared in the Official Gagette.

. Inorder that members of the public may have
time to review the reissue application and sub-
mit pertinent information to the Office before
the examiner’s action, § 1.176 provides that re-
issue applications will not be acted on sooner
than two months after the Official Gazette an-
nouncement of filing.

Reissue cases are “special” and remain “spe-
cial” even though apphcant does not respond
promptly.

Examination of a reissue application in-
volves two aspects, first, it is examined in the
same manner as an omgmal application and
second, it must be examined for compliance
with the reissue statute and rules. The prose-
cution of the original patent must be carefully
studied for its bearing on the reissue questions.

While an original claim is subject to re-
examination, the rejection of such a claim con-
stitutes the rejection of a previously allowed




patent has been migmhcated by

decision’ of ‘the ‘court  and also’q
the suit' may: give’ mformatlon essentlai
exarmnatlon of the mlssue The patent

do not mdlca;te 1f them Was an opmmn »‘by the
ecourt; mor: whether. o ‘decision ‘was ‘published.
Shepard’s Federal  Citations ‘and the cum
tive dr
terly, both:of ‘which are in'the Law Lzbmry,
eontam ‘tables:'of patent numbers’ giving the
citation 'of pubhshed declslons ‘coticerniing” the
patent. ‘Where pa ‘are not otherwise con:
veniently obtama.b @, the applicant ‘may be re-
quested to supply or Jend copies of papers and
records: in suits, or:the Office of the Solicitor
may be requested to obtain them from the court.
The information thus obtained should be care-
fully considered for its bearing on the proposed
claims of the reissue, particularly when the re-
issue application was made in view of the
holding of a court.

1401.10 Restriction and Election of
Species [R-52]

The examiner may not require restriction in
a reissue application (§1.176 in § 1401.09). If
the original patent contains claims to differ-
ent inventions which the examiner may never-
theless consider independent and distinct, and
the reissue application also claims the same in-
ventions, the examiner should not require re-
striction between them or take any other action
with respect to the question of plural inven-
tions. Restriction is entirely at the option, in
the first instance, of the applicant. If the reissue
application contains claims to an independent
and distinct invention which wag not claimed in
the original patent, these claims may be treated
by a suitable rejection, such as: not being “for
the invention disclosed in the original patent,”
as evidenced by the clainis in the original pat-
ent, In re Rowand et al., 187 USPQ 487 (CCPA
1975), lack of inoperativeness of, or defect in,
the original patent; lack of error; or not being

232.1

the

' the ‘examinericannot 1

‘of the United: States ‘Patents Quar:

b : igrir a
a plurahi:y of species and the re:{ssne _apphca-"

- tion contains claims to, the s

tion of spet 3
though there is

e p g Sec
uire: réstriction  in:re-
issue: ‘applications, and::if the: original patent
contains several-independent and’ distinet in-
ventions they -can only be'granted in separate
reissues iif the applicant demands it.:The fol-
lowing rule’ sets forth-the only po%tblhty of
divisional reissue applications. .

87 CFR 1.177.. Reissue in divisions. The. Commis.
sioner may, in hig discretion, cause several patents to
be issued for distinct and separate parts of the thing
patented, ‘upon’ demand ‘of ‘the applicant, and upon
paymént of the required,fee for each divigion. Each
division of a reissue constitutes the subject of & sepa-
rate specification descriptive of the part or parts of the
Invention claimed in such division; and the drawing
may represent only such part or parts, subject to the
provisiong of £§ 1.83 and 1.84. On Aling divisionsal re-
issved applications, they shall be referred to the Com-
missioner. Unlesg otherwise ordered by the Commis-
sioner, all the divisions of a reissue will issue simul-
taneously; if there be any controversy as to one
division, the others wiil be withheld from igzue until
the controversy is ended, unless the Commissioner
shall otherwise order.

Divisional reissue cases which arrive together
from the Examining Corps with appropriate
identification on their file jackets (in the Con-
tinuing Data box) should be kept and processed
together by the Patent Issue Divigion and
throughout all stages of preparation for issue.
Situations yielding divisional reissues occur in-
frequently and usually involve only two such
files. It should be noted, however, that in rare
instances in the past there have been more than
two (and as many as five) divisional reissues of
a patent.

Some special handling of divisional reissue
applications is required in various parts of the
Office.

Appropriate amendments to the continuing
data entries are to be made to the file jackets and
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- pirageaphs. for &l
that a1l “brother” divisic
aro specificaly ide

issiie, & horizontal line should be drawn through
the ‘middle of the “NAME” box ‘on the blue

Tssue Classification Slip (form PT0-270). The

applicant’s name should be placed in the upper
jortion of the box and the number ‘of the orig-
inal patent’ being reissied should be placed m
the lower portion of thebox. .- 7 "= =
The specifications’ of reissue patents will be
printed in such a manner as to show the
changes -over the original patent by 'prinfing
material ofnitted by rgmggm&owg in heavy
brackets [ J and material added by reissue in
italics; Section 1.178 (see § 1401.06) requiresthe
specification  of » a  reissue  application: to "be
presented in a specified: form, specifically de-
signed: to faeilitate 'this different manner of
printing, as well as.for other reasons.: ~..
" 'The printed reissue specification will carry
the following heading which will be added by
the Patent Issue Division: =~
- “Matter enclosed in heavy bracketsf J ap-
_ pears in the original Ea’ténb but formsno part
- of this reissue specification; matter printed
in italics indicates the additions made by
reissue.” S
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by reissue should be encloseéd in heavy brack

while matter added by reissue should be under-
Any material added by amendment in the re-
issue application which 1s later canceled should
be. crossed, through. However,.cancelation’ of
material in the original patent should be: indi-

.- All the claims. of the.patent should appear

in-the specification, with-omitted claims enclosed
in brackets. No renumbering of the original
patent claims is necessary, even if the depend-
ency of a dependent claim is.changed by reissue
so that it is dependent on # subsequent higher
numbered . claim. -However, :when: & dependerit
claim in a reissue application: depends upon-s
claim which has been eﬁmel&d&n?e i

Clanm 1 zwnchanﬁeT
‘dependency to o remaining: claim has’ been

made, such a dependent claim must be rewritten
in independent form: New ¢laims should follow
the number of:the highest numbered  patent
claims and be underlined to indicate italics. The
provisions - of . §1.173; that  claims: should not
be. renumbered applies to, the: reissue applica-
tion as filed. When the reissue is allowed, any
claims remaining. which are additional:to:the
patent . claims are renumbered in sequence
starting with the number next higher than the
number of claims in the original patent. There-
fore, the number of claims allowed will not
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thie appropriate

1
addsd by the rezssne, A canceled claim

be n he’ ¢laim™ for ‘the’

small, t]
for issue by putt

the clauns
All parent i ppl

patent: file: wrapper should be placedon the Te-

issue-file wrapper, if it is still.proper..
-The:list .of references tobeprinted at: the

- end of the reissuye spemﬁcatzon should include

H

both the references cited during the original
prosecntion .as iwell as the references cited dur-
ing the prc secution of tl e reissue application.
A patent cannot be rezssued,Solely for the pur-
po% of adding cxtatxmb of addltlonal pmor ari:

Wcm-: —Transfer of dmwmg, §. 1401 03.

There i§ no ‘issue fee for reissue’ fxpphc'mons
in which the Pﬂtent being’ reissued ‘was granted
prior to October 25, 1965." For reissue applica-
tions in which the patent being reissued was
granted -aftér October 25, 1965, the i isste fee is
set forth in SOI'SC 41(&)2 T

14»91 12 Relssne Fﬂed Whlle Patent Is
in Interference [R—QO]

If an apphcatwn for reissue of a patent is
ﬁied while ‘the ‘patent is involved in interfer-

- ence, that agphcatwn must be ¢alled to the at-

tention of the Commissioner- before any’ action
by the examiner is taken thereon.

When an application for reissue of a patent
ig filed: while the" patent is involved in inter-
ference, a letter with titling relative to the inter-
ference is placed in the interference file and in
the reissue gphcatmn file, and a copy thereof
is sent to each of the interfering parties, giving
notice of the filing of the reigsue app]watxrm
See §1111.08.

1402 Certificates of Correction—Of-
fice Mistake [R-50]

35 U.B.O. 254 Certificate of corrcction of Patent
and Trademnrk Office mistake. Wheilever 8 mistake

033

s -Ruehy mlstake, utide
.. eordeq in‘the: reeowm g pm:ents A printedicopy therect
‘ghall be attachéd o eath’ printed copy ofithe patent,

ng rac ‘
places aﬂd sultably number:mg :

ication. data-on the omgmai "

'thout charge, o« heze-

andsuchreertificate shall-be considered as: part of the
original patents Everv guch: patent, together-with: such

 eertificate, shall hivethe sgme effect and operationin
1awion thetrialiof ‘actions for éauses thereafter arising

as if the same had beew originally issnéd in such cox-

_ the part ‘of the

fite Of corréction iy deemed

mapproprmte in form, theCammissioner ‘may’ issue a

corrected patent if e thereof ‘asida more appropridte

form. for certlﬁcate of gorrection, without expense to
the patentee T i

Mistakes’ mcurred through the fault of the
Oﬁice are the subject of Certificates of Correc-

tion under 37 CFR 1.322. Tf such ‘mistakes are <

of such @ nature that the’ meaning intended is

obviois from the context, the Office may decline -

to’issue o’ certificate &nd ‘merely ﬁplace the cor-
respondence ' in the - patented where ‘it
serves to call attention to the matter m case
any ‘question ‘as to’it arises. e

‘TLetters which’ merely call attentmn to errors

in ‘patents, with ‘a request that the letter be -

made of Tecord in the patented file,’ 'will ot be
acknowledged ‘Unless notification to the con-
trary.is received within thirty days, it may be
assumed ‘that suchletters have been made of
record as requested:: :

In order to:.expedite a]l pro er requests,
Certificate of Correction should be requested
only for errors of consequence. - Letters mak-
ing errors of- record should be utilized when-
ever possible.

Each issue of the Oﬂicml Gn/ette (patents
section) numerically lists all United States pa-
tents having Certificates of Correction, The list
appears under the heading “Certificates of Cor-
rection for the week of (date).”

1402.01 Applicant’s Mistake [R-50]

35 U.8.0. 255. Certiflcate of - correction of-»applia
cant’s mistake, Whenever a mistake of a ‘clericaliér
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emm‘whmh were ) »ot the fault.of the.
mistake is not.of a minor. chamcter if the re-
guested . change .-would . materially ﬂect the
seopes or. meaning of the patent.
" The' Tesiie’ Fee Transmittal’ Form portlon
(PTOL~85b) of the Notice of Allowatice pro-
vides. a’ space-’(item .2)  for.-assignment :data
which should be completed.in order to comply
with 87 CFR: 1.334; Unless an assignee’s name
and address are identified in item 2 of the Issue
Fee Transmittal Form PTOL~85b, the patent
will isste .to the:applicant. Assignment data
printed on the patent will be based solely on the
information so supplied.. : ‘s

A request for correction of error arising from
incomplete or-erroneous- information furmshed
in item 2 of PTOL-85b will not be granted asa
matter of course and will be sub}ect to adher-
ence to all the requirements of 37 CFR 1.323.

.35 T.E. 0.,256,, Misjoinder of inventor. 'Whenever
8 patent is issued. on the application of persons as
joint inventors and it appears that one. of such persons
was not in fact a-joint inventor, and that he wag in-
cluded as-a joint inventor by error:and without any
deceptive intention, the Commissioner mway, on applica-
tiom of all the parties and assignees, with proof of the
facts and such other requirements as may be imposed,
fgsue & certifeate deleting the name: of the ertoneously
joined person from the patent. :

Whenever a patent ig issued and it appears that a
person was g joint inventor, but wag omitted by error
and without deceptive intention on his part, the Com-
misgionier may, on application of all the parties and
agsignees, with proof of the facts and such other re-
quirements as may be imposed, issue a certificate add-
ing Lis name to the patent as a joint inventor,
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Requests for certificates of correctlon WIH be
forwarded by the Correspondence and’ Mail
Division, to the Decision and Certificate- of Cor- ~&—

rection. Branch of .the -Patent. Issue: Division, -4-'

g;l;ere they will be listed in a permanent record
k
‘ Determlna.tmn as to whether, an: error. has
been made, the rasgons:bmty for:the error, if
any, and whether the error is of such a nature
jnstify the issuance of a certificate of cor-
4 ecision and Cer-
tificate of Correction Branch Ifa’ report is nec-
essary in making:such détermination, the case
will: be ‘forwarded to- the ;appropriate .group

with a request: that the report be furnished. If

no’ certificate is-to issue, the party making the
request is so notified and the. request, report, if
any, and copy of the communication to the per-
son making the request are placed in the file and

entered thereon under “Contents” by the Deci- ~&~
sion and Certificite of Correction Branch. The -«

case. is then returned to the patented files. If &
certificate is to issue, it will be prepared and
forwarded to the person making the request by
the Patent Issue Division. In that case, the re-
quest, the report, if any, and a copy of the letter
transmitting the certificate of correction to the
person making the request will be placed in the
h]e and entered thereon uinder “Contents”.
pplicants, or their attorneys or agents, are
urgec “to submit the text of the correction on &




%

%

\H+

”correctmn. Both pmrts of 'fo‘

aeeompany: the 'request since; the: second. pﬂrﬁ
will ber piaced inthe .apphcamon ﬁle for mﬁ&m&i
use. i
A per‘fomted space at ithe bottom of form
PTO-—1050 has been provided for the patentee’s
current mailing address;and for ordering any
desired additional e@ples ‘of the ;printed certifi-
cate. The fee for each:additional copy:ordered
15780 cents: pe "ip&g@. The fee shouxd ﬁccommy
the request, i

“To-facilitate the e’ of the 7 orm PTG—i@a@
the public may shisinas many copiesas. needed
from the Corr%p@ndence and Mail-Division or
from the recepi;mmst: m tm, iobby O:E hﬁi’%ﬁmg

3 at Crystal Plaza. =

Where only a: part of a request can be ap-
proved; or where the Office discovers and jn-
cIud : “.adch jonal" at}

the : Oﬂice The, pate
changes on the Notification of Appr va&-m-
part form PTOL~404. The certificate’ med
approximately 6 weeks theréafter.

Form PTO-1050 should be used exchssweiy
regardless of the length or complexity of the
subject matfer. Intricate chemical formulas or
page of specification or drawings may be repro-
duced and mounted on a blank copy of PTO-~
1050. Failure to use the form has frequently
delayed issuance since the text must be retvped
by the Office onto 2 PT(~1050.

The exact page and line number where the
errors occur in the application file should be
identified on the request. However, on form
PTO-1050, only the column and line number in
the prmted patent should be used.

The patent grant should be retained by the
patentee. The Office does not attach the certifi-
cate of correction to patentee’s copy of the pa-
tent. The patent grant will be returned to the
patentee if submitted.

Below is a sample form illustrating a variety
of corrections and the suggested manner of ﬁet-
ting out the format. Particular attention is
directed to:

a. Identification of the exact point of
error bv reference to column and line num-
ber of the printed patent or to claim num-
ber and line where a claim is invelved.

b. Conservation of space on the form by
typing single space, beginning two lines
down from the printed message.

c. Starting the correction to each sepa-
rate column as a sentence, and using semi-
colons to separate corrections within said

column, where possible.

234.1

‘ine qpacetieft bl:mk at’ bsttom
»mgnatum. of attesting: officer; 1+
. Use'of quotationsmarks to encluse the
exact sub]aut ‘mintter to-be:deleted- or: cor-
« rected; use of double hyphens{---)-to en-
i sireloser sub]ect mutter to be added except for
= formulasicstinain v o

£. Where a. formula is. mvo}ved se@mg
+ out only-that:portionthereof: Wlnch isto be
- “corrected or,1f nécessary: pastmg a photo—

= copy ontoform PTO-1050.

The examiner’s comments are requested on
form " PTO-306 revised; where, under 87 CFR
1.323:-there-is'a questlon «mvolmg ﬂhange in
sub]ect matter:

I’“ED BTATER P.M‘ENT AND TEABEMAEK lomcE
; CORRECTIO\T_ e
" ‘Dated April'1, 1969

TIt is certified that erfor appears in the Above-
1dent1ﬁed patent and that saJd Letters Patent is

i Iii the*: dra'vﬁngsﬁ. 'Sheet"-s, g, ,3; "th‘e -ireferem:‘e
numeral: 225 shotild be: applied- to-'the plate eleihent
a‘t(:a"che'd_ to thé’supportfmémﬁér: 207. Column 7, lines 45
to 49, the left-hand formula should appear as follows:

Rg h ' '
‘ \CX"Z '
C :

Columun 10, formula XXXV that portmn of the formula
reading
: ? 2 shqulgl read EN
Formuls: XXX VII, that 'portion of the formula reading
“~CH.CH~"' should -read --- —CHCH-~ -- Column: 2,
line*68-and column: 8, lines 8, 8 and 18, for the claim
reference’ numeral “2”,.each .occurrence, shomld. read
--1--. Column 10; line-16; cancel beginning with “12
A sensor device” to and including “tive strips.” im
column 11, liné 8, and ‘insert the following claim:
i2. A control circult of the character set forth
in claim 1 and for an aufomobile having a con-
vertible top, and including ; means for moving said
top between raised and lowered retracted position;
and eontrol means responsive to said sensor relay
for energizing the top moving means for moving
said top from retracted position to raised position,

1403 Disclaimers [R-50]

35 U.8.C. 253. Disclaimer. Whenever, without any
deceptive intention, a claim of a patent is invalid the
remaining claims shall not thereby be rendered invalid,
A patentee, whether of the whole or any sectional inter-

Bev. 50, Oct. 1976

Hf




kAT AR ans i

therem the extent of ‘his mtemt m the - patent A?

and at;tached to the printéd eﬁmes of the: speclﬁcahon
m ke manner any patentee oF :mphcant may msclaim
or dedicate to the publ‘ic th& emtiveterm, or apy teérmi-

anted or. to_be

n&i pﬁrt of the t g)f the pa{tgnt

tion to obviate a double pa en%mg reJech
clude ‘g - provision -that .any  patent granted-on that
application: shall -be:enforceable only forrand during
such period:-that said patent is-eommonly: owned with
the application -or patent whichk formed the basis for
the rejection, See § 1.21 for fee.

A disclaimer is a statement filed by an owner
(in part or in entirety) of a patent or of a patent
to be granted, in which said owner relinquishes
certain legal nghts tothe patent. There are two
types of (ﬁsclalmers statutory and terminal.

STATUTORY DIS«C'LAIMERS
+ Under 837 CFR 1.321(a) the owner-of a pa-
tent may disclaim:'a complete claim or claims of
hig patent. This may result from a lawsuit or
because he has reason to belisve that the. clalm
or vimms are too broad or otherwise invalid.

, TEnm:m AL DI&CW ,

37 CFR 1.321(a) also provides for the filing
by an applicant or patentee of a terminal dis-
claimer which disclaims or dedicates to the pub-
lie the entire term or any portion of the term of
a patent or patent to be granted. ‘

37 CFR 1.321 (b) specifically prov1des for the
filing of'a terminal dlsclmmer in an application
for the purpose of overcoming a rejection for
double patenting. :

Processixe

The Decision and Certificate of Correction
Branch of the Patent Issue Division is respon-

L sible for the handling of all disclaimers filed
Rev. 50, Oct. 1976 234.2

| “;yldlsclaune .

e%mm or claims which are d.zs@me&, and be,, g'nedj

by &he person making the diselaimer, who shall state . a3
: properly ‘headed. *

: Notlf;zmé

8. VRecOrr}mgi“ ‘e éisclmmers and
4 ovzdmg ‘the disclaimer d&ta fo prmt-

Wlappez after havmcr a tltle searcl made, en-
dorsing the papér on th‘ “Contents” ther- ...
wise insuring: that ity if issue

P
statute,_does Vnot ;mede 0}
claimers. and  accordingly,: a
claimer  which  is made ¢ 'tmge }
allowance of certain claims cannot be accepted.
The disclaimer slmuld identify the disclaimant
and his interest in the application and ‘should
spemfy the date When the disclaimer is to be-
come effective. S o e ey

STATU?GR% DISCLAIMER ‘
Foras 3. 43——DISCLAD£ER N PATE‘TT ‘
To the Commlssmner of Pfttents and Tra,de-

marks Lo B
Your petltmﬂer. _ﬂ__fv__v_v_]_'__‘____‘_,__, re51d—
ingat _______.____._______, in the county of

_______________ and State of _____.________,
represents that he is (here state, the exact mter—
est of the disclaimant; if assignee, set out liber
and page, or reel and frame, where assignment
is recorded) of lefters patent of the United
States No. oo, anted t0 - _.___
on the ______ _..dayof __.____.___19__, for
____________ and that he has reason 'to believe
that without any deceptive intention claims of
said letters patent are too broad or invalid.
Your petitioner, therefore, hereby disclaims
claim ____.___ of said patent.
Signed at _

( blgnature)




CORRECTION OF PATENTS

CPeMINAL DISCLAIMER
To the Commissioner of Patents and Trade-
marks: ,
Your petitioner, John Doe, residing at

____________ mnthecountyof ..__________and
State of __________ represents that ke is {(here

state exact inferest of disclaimant and., if he
is an assignee, set out the liber and page or reel
and frame where the assignment is recorded)
of Application No. ______ Jfledonthe _______
day of ________ 19._ for —______.. Your
petitioner hereby disclaims all that poriion of
the term of any patent to be issued on the said
application subsequent to
The disclaimer must be accompanied by the
statutory fee. '

Fory 3.53—Terurvar DiscLaruer Te Onviats
A Dovere Parterrine Resecriow

To the Commissioner of Patents ang Trade-

marks:

234.3

1403

Your petitioner, ~..._.______ , residing at
____________ in the county of ________ and
State of ______.. represents that he is (here

state exact interest of the disclaimant and, if he
18 an assignee, seb out the liber and page or reel
and frame where the assignment is recorded)

of application Serial No. __.___ , filed on the
______ day of ..., 19__ for ____.___.
Your petitioner, —..._______ , hereby disclaims

the terminal part of any patent granted on the
above-identified application, which would ex-
tend beyond the expiration date of Patent No.
______ and hereby agrees that any patent so
granted on the above-identified application
shall be enforceable only for and during such
peried that the legal title to said patent shall
be the same as the legal title to United States
Patent No. _____. , this agreement to run with
any patent granted on the above identified ap-

‘plication and to be binding upon the grantee,

1ts successors or assigns.
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