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1801 Basic PCT Principles
Magor CONCEPTS

The Patent Cooperation Treaty (PCT) is an
international agreement to which the United
States of America is a party, which provides
for the filing of patent applications on the same
invention in a number of countries. The PCT
enables the U.S. applicant to file one applica-
tion, “an international application”, in a stand-
ardized format in English in the Receiving Of-
fice (the U.S. Patent and Trademark Office),
and have that application acknowledged as a
regular national filing in as many member coun-
tries to the PCT as the applicant “designates”
that is, names, as countries in which patent pro-
tection is desired. The PCT also provides that
the application will be subjected to a search for
published disclosures which are capable of as-
sisting in the determination of whether the in-
vention disclosed in the application is new and
unobvious. Upon payment of national fees and
the furnishing of a translation, usually some
twenty months after the filing of the earliest
application for the invention, the application
will be subjected to national procedures in each
of the designated countries.

The PCT offers an alternative route to filing
patent applications directly in those countries
which are members of the PCT. Tt does not pre-
clude taking advantage of the priority rights
and other advantages provided under the Paris
convention (PCT Article 1), The PCT provides
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an additional and optional foreign filing route
to United States applicants.

PCT AgyicLe 1

Bstablishment of o Union

(1) The States party to this Treaty (hereinafter
called “the Contracting States”) constitute a Union
for cooperation in the filing, searching, and examina-
tion, of applications for the protection of inventions,
and for rendering special technieal services, The Union
ghall be known gg the International Patent Coopera-
tion Union.

{2) No provision of this Treaty shall be interpreted
ag diminishing the rights under the Paris Conven-
tion for the Protection of any county party to that
Convention.

The PCT hasg also substantially harmonized
the formal requirements of applications for the
member countries and the Kuropean Patent
Convention (EPC).

The PCT also provides new filing and search-
ing procedures whereby much of the processing
and transmittal of papers is done for the ap-
plicant by the various national patent offices
acting as international authorities and the In-
ternational Buresu (IB) of the World Intel-
lectual Property Organization (WIPO) in Ge-
neva, Switzerland, which administers the
Treaty.

Basio Frow

To understand the PCT, it is tmportant to
know the basic flow of an international appli-
cation under the PCT. This flow is illustrated
on the next page.

It is expected that, in most instances a na-
tional U.S. application (NA) will be filed first
since the applicant can obtain a search for a
relatively low U.S, filing fee. An international
application for the same gubject matter will
then be filed subsequently within the priorit
vear provided by the Paris Convention ang
claim the priority benefit of the T7.8. national
application filing date.

Recervive Orrice (RO)

The international application (TA} must be
filed in & Receiving Office (RO) (PCT Article
10). The United States Patent and Trademark
Office will act as a Receiving Office for United
States residents and nationals (85 USC 361
(a}). The Receiving Office functions as the fil-
ing and formalities review organization for in-
ternational applications. Tnternational applica-
tions sust contain upon filing the designation
of those countries in which patent protection is
desired and must meet certain standards for
completeness and formality (PCT Articles 11
(1) and 14(1)).
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Where a priority claim is made, the date of
the earlier filed national application is used as
the date for determining the timing of interna-
tional processing, including the various trans-
mittals, the payment of certain international
and national fees, and publication of the ap-
plication. Where no priority claim is made, the
international filing date will be considered to
be the “priority date” for timing purposes (PCT
Article 2(x1)).

The international application is subject to the
payment of certain fees upon filing and at the
expiration of 12 months from the priority date
(PCT Article 11(8) and 85 USC 863). The Re-
ceiving Office will grant an international filing
date to the application, collect fees, handle in-
formalities directly with the applicant, and
monitor all corrections, 35 USC 861(d). By 13
months from the priority date, the Receiving
Office is required to prepare and transmit 8 copy
of the international application, called the
Search Copy (SC), to the International Search-
ing Authority (I8A); and another copy, called
the Record Copy (RC}, to the International Bu-
reau (PCT Rales 22,1 and 28), A third copy of
the international application, the Home Copy
(HC), remains in the Receiving Office (PCT
Article 12(1)). Once the Receiving Office has
transmitted copies of the spplication, the Inter-
national Searching Authority becomes the focus
of international processing.

INTERNATIONAL SEARCHING AUTHORITY

(ISA)

The basic function of the International
Searching Authority (ISA) is to conduct a
prior art search of inventions claimed in inter-
national applications; it does this by searching
in at least the minimum documentation defined
by the Treaty (PCT Articles 15 and 16 and
PCT Rule 84). The U.S. Patent and Trademark
Office acts as an International Searching Au-
thority for U.S. residents and natiomals. The
International Searching Authority is also re-
sponsible for checking the content of the title
and abstract (PCT Rules 87.2 and 88.2). An
International Search Report (SR) will normal-
1y be issued by the International Searching
Aathority within three monthg from the receipt
of the Search Copy (usually 16 months after
the priority date) (PCT Rule 42). Copies of
the International Search Report and prior art
cited will be sent to the applicant and the
International Bureau (PCT Rules 43 and 44.1).
The Search Report will contain a listing of those
documents found to be relevant and will iden-
tify the claims in the application to which they
are pertinent; however, no judgments or state-
ments as to patentability will be made (PCT
Rule 43.10). Once the International Search Re-

.
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port has been completed and transmitted,
international %roces_smg continues before the
International Bureau.

INTERNATIONAL Buresv (IB)

The basic functions of the International
Bureau (IB) are to maintain the master file of
all international applications and to act as the
publisher and central coordinating body under
the Treaty. The World Intellectual Property
Organization in Geneva, Switzerland performs
the duties of the International Bureau.

If the applicant has not filed 2 certified copy
of the priority document in the Receiving Office
with the international application, or requested
upon filing that the Receiving Office prepare
and transmit to the International Bureau 2
copy of the prior U.S. national application, the
priority of which is claimed, the applicant must
submit such a document directly to the Inter-
national Bureau not later than 16 months after
the priority date,

The applicant has normally two months from
the date of transmittal of the International
Search Report to amend the claims by filing an
amendment directly with the International
Bureau (PCT Article 19 and PCT Rule 46).
The International Bureau will then normally
publish (PS) the international application along
with the Search Report and any amendment
(Amdt) at the expiration of 18 months from
the priority date (PCT Article 21). The inter-
national publication will be in pamphlet form
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with a front page containing bibliographical
data, the sbstract, and a figure of the drawing
(PCT Rule 48). The pamphlet will also contain
the search report and any amendments to the
claims submitted by the applicant. If the ap-
%lication is published in a language other than
nglish, the search report and abstract are also
published in English. The International Bu-
reau will also publish a Gazette in the French
and English languages which will contain in-
formation similar to that on the front pages of
international applications, various indexes, and
announcements (PCT Rule 86). The Interna-
tional Bureau will also transmit copies of the
international application to all the Designated
Offices (PCT Article 20 and PCT Rule 47).

Drsiexarep Orrrce (DO)

Twenty months from the priority date of the
international application, the applicant must
send to each Designated Office any required
translations and the appropriate national or
regional filing fees unless the individual Des-
ignated Office grants additional time (PCT
Article 20). The applicant also has the right to
amend his application within one month after
the payment of his national fees. After this
month has expired (PCT Article 28 and PCT
Rule 52), each Designated Office will make its
own determination as to the patentability of the
application based upon its own specific national
or regional laws (PCT Article 27(5) ).

BASIC FLOW OF AN INTERNATIONAL APPLICATION
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1802 PCT Definitions
ARTICLE 2
Definitions

For the purpose of this Treaty and the Regulations
and unless expregsly stated otherwise:

(1) “application” means an application for the
proteetion of an invention; references to an “ap-
plication” ghall be construed as references to ap-
plications for patents for inventions, inventory
certificates, utility certificates, utility models, pat-
ents or certificates of addition, inventors’ eertificates
of addition, and utility certificates of addition;

(ii) references to & “patent” shall be construed
as references to patents for inventions, inventors’
certificates, utility certificates, utility models, pat-
ents or certificates of addition, inventors’ certificates
of addition, and utility certificates of addition;

(ili) “national patent” means a patent granted
by a national authority;

(iv) “regional pateni” means a patent granted by
a national or an intergovernmental authority having
the power to grant patents effective in more than
one State;

(v) “regional application™ means an applieation
for a regional patent;

(vl) references to a “national appleation” shall
be construed as references to applications for na-
tional patents and regional patents, other than ap-
plications filed umder this Treaty ;

(vii) “international application” means an appli-
cation flled under this Treaty;

{viil} references to an “application” shall be eon-
strued as references to international applications
and national applications;

{ix) references to a “patent” shall be construed as

references {0 national patents and regional
patents;

{x} references to “national law" ghall be eon-
strued as references to the national law of a Con-
tracting State or, where a regional application or a
regional patent ig involved, to the treaty providing
for the filing of regional applieations or the grant-
ing of regional patents;

(xi) “priority date,” for the purposes of comput-
ing time limits, means:

(a) where the international application con-
tains a priority claim under Article 8, the filing
date of the application whose priority is so
claimed ;

(b} where the international application contains
several priority claims under Article 8, the filing
date of the earliest application whose priority is
80 claimed ;

(¢) where the international application does
neot contain any priority claim under Article 8, the
international fling date of such application;
(xzil) “national Office” means the government au-

thority of a Contraeting State entrusted with the
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granting of patents; references to a “national Office”
shall be construed as referring alse to any inter-
governmental authority which several States have
entrusted with the task of granting regional patents,
provided that at least one of those States ig a Con-
traeting State, and provided that the said States
have authorized that authority to assume the obliga-
tiong and exercise the powers which this Treaty and
the Regulations provide for in respect of national
Offices;

(xiil) “designated Office” means the national Of-
fice of or acting for the State designated by the ap-
plicant under Chapter I of this Treaty;

(xiv) “elected Office” means the national Office
©of or acting for the State elested by the applicant
under Chapter 11 of this Treaty;

(xv)} “receiving Office” means the national Office
or the Intergovernmental organization with which
the international application has been filed ;

{xvi) “Union” meang the International Patent Co-
operation Union;

{xvii) “Assembly” means the Agsembly of the
Union;

{xvill) “Organization” means the World Intellec-
tual Property Organization :

{xix) “International Byreaun” means the Interna-
tional Bureau of the Organization and, as long as
it subsists, the United International Bureaux for
the Proteetion of Intellectual Property (BIRPI);

(XX} “Director General” means the Director
General of the Organization and, as long as BIRPI
subsists, the Director of BIRPT,

PBOT Rure 2
Interpretation of Certain Words
2.1 “Applicant”

Whenever the word “applicant” is used, it shall be
construed as meaning also the agent or other repre-
sentative of the applicant, except where the contrary
clearly follows from the wording or the nature of the
provision or the context in which the word iy used,

such as, in particular, where the provision refers to
the regidence or nationality of the applicant.
2.2 “Adgent”

Whenever the word “agent” is used, it shall be con-
strited as meaning any person who has the right to
practice before international authorities as defined in
Article 49 and, unless the contrary clearly follows
from the wording or the nature of the provision, or
the context in which the word is used, also the com-
mon representative referred to in Rule 4.8,

2.3 “Bignoture”

Whenever the word “signature” is vsed, it shall he
understood that, if the national law applied by the
receiving Office or the competent International Search-
ing or Preliminary Bxamining Authority requires the
use of a seal instead of a signature, the word, for the
purposes of that Office or Authority, shall mean seal.
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85 U.8.0. 851 Definitions. When used in this part
pnless the context otherwise indicates—

{a) The term ‘treaty’ means the Patent Coopera-
tion Treaty done at Washington, on June 19, 1970,
excluding chapter II thereof.

(b) The term ‘Regulations’, when capitalized,
means the Regulations under the treaty excluding part
¢ thereof, done at Washington on the same date as
the treaty. The ferm ‘regulations’, when not capital-
ized, means the regulations established by the Com-
missioner under this title,

(¢} The term ‘infernational application’ means an
application filed vnder the treaty.

(d) The term ‘international application originating
in the United States’ means an international applica-
tion filed in the Patent Office when it is acting as &
Receiving Office under the treaty, irrespective of
whether or not the United States has been designated
in that infernational application.

(e} The term ‘international application designating
the Tnited States’ means an international application
specifying the United States as a country in which a
patent is sought, regardless where such international
appleation ig filed,

{f) The term ‘Receiving Office’ means a national
patent office or intergovernmental organization which
receives and processes international applications as
preseribed by the treaty and the Regulations.

()} The term ‘Infernational Searching Authority’
means a national patent office or intergovernmental
organization as appoinfed under the treaty which
processes international applications as prescribed by
the treaty and the Regulations.

(R} The term ‘International Bureauw means the in-
ternational intergovernmental organization whieh is
recognized as the coordinating body under the treaty
and the Regulafions.

{i} Terms and expressions not defined in this part
are to be taken in the sense indicated by the treaty and
the Regulations.

37 CFR 1.401 Definitions of terms under the Patent
Cooperation Treaty. (a) The abbreviation “PCT” and

the term “Treaty” mean the Patent Cooperation
Treaty.
{b) “Interpational Bureau” means the World In-

tellectuzal Property Organization located in Geneva,
Switzerland,

(e} “Administrative Instructions™ means that body
of imstructions for operating under the Patent Coop-
eration Treaty referred fo in POT Rule 89,

(d) “Request”, when capitalized, means that ele-
ment of the international application deseribed in PCT
Rules 8 and 4.

{e) “International application”, as used in this
Subchapter i defined in § 1.9(b).

(£y “Priority date” for the purpose of computing
time limits under the Patent Cooperation Treaty is
defined in PCT Art. 2(xl). Note also §1.465.
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{g) Other terms and expressions in this Subpart C
not defined in this section are to be taken in the
sense indicated in POT Act. 2 and 35 U.8.C. 851.

1803 Reservations Under the PCT
Taken by the United States of
America

ArticLE 84
Reservations

(1) (a) Any State may declare that it shall not be
bound by the provisions of Chapter I1.

(b) States making a declaration under subparagraph
{2) shall not be bound by the provisions of Chapter II
and the corresponding provisions of the Regulations.

(2 () Any State not having made a declaration un-
der paragraph (1) (2) may declare that:

(1) it shall not be bound by the provisions of Artl-
cle 30(1) with respect to the furnishing of a copy of
the international application and a tranglation there-
of (asprescribed),

(it) the obligation to delay national processing, as
provided for under Article 40, shall not prevent pub-
Heation, by or through its national Office, of the in-
ternational application or a translation thereof, if
being understood, however, that it is not exempted
from the Hmitations provided for in Articles 30 and
38.

(b} States making such a declaration shall be pound
accordingly.

(8) () Any State may declare that, as far as it is
concerned, international publication of international
applications is not required.

(b) Where, at the expiration of 18 months from the
priority date, the international application contains
the designation only of such States as have made
declarations under subparagraph (a), the international
application shall not be publisked by virtue of Article
21¢2).

(c) Where the provisions of subparagraph (b) apply,
the international application shall nevertheless be pub-
lished by the International Bureaun:

(i) at the request of the applicant, as provided in
the Regulations,

(ii) ‘when a national application or a patent based
on the infernational application is published by or on
behaif of the national Office of any designated State
having made a declaration uander snbparagraph (a),
prompily after such publication but not before the
expiration of 18 months from the priority date.

{4) () Any State whose national law provideg for
prior art effect of ity patents as from a date before
publication, but does not eguate for prior art purposes
the priority date claimed under the Paris Convention
for the Protection of Industrial Property to the actual
fiting date in that State, may declare that the filing
outside that State of an international application desig-
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nating that State is not equated to an actnal filing in
that State for prior art purposes.

(b) Any BState making a declaration under subpara-
graph (a) shall to that extent not be bound by the pro-
visions of Article 11(3).

() Any State making a declaration under subpara-
graph (a) shall, at the same time, state in writing the
date from which, and the conditions under which, the
prior art effect of any internationai application desig-
nating that State becomes effective in that State. This
gtatement may be modified at any time by notifieation
addressed to the Director General

(5) Bach State may declare that it does not consider
itgell bound by Article 59, With regard to any dispute
between any Contracting State having made such a
declaration and any other Contraeting State, the provi-
sions of Article 59 shall not apply.

(6}(a) Any dectaration wmade under this Article
shall be made in writing. It may be made at the time
of signing this Treaty, at the time of depositing the in-
strument of ratification or accession, or, except in the
cage referred to in paragraph (8), at any later time
by notification addressed to the Director General In
the case of the said notification, the declaration shaill
take effect six months after the day on which the Di-
rector General bas received the notification, and shall
not affect international appiications filed prior to the
expiration of the said six-month period.

(b) Any declaration made under this Article may be
withdrawn at any time by notification addressed to the
Director General. Such withdrawal shall take effect
three months after the day on which the Director Gen-
eral has received the notification and, in the case of
the withdrawal of a declaration made under paragraph
(3), shall not affect international applications filed
prior to the expiration of the said three-month period,

{7) No reservations to This Treaty other than the
reservations under paragraphs (1) to (8) are per-
misted.

The United States of America has declared
iéil%ii )i)t is not bound by Chapter IT (Article

It has also declared that, as far as the United
States of Ameriea is concerned that interna-
fiié);l)al publication is not required (Article 64
The third reservation which the United States
of America made was under Article 64(4)
which relates to the prior art effeative date of
a U.S. patent issuing from an international
applicatiomn.

1805 Whe May File in the United
States Reeeiving Office
PCT Asrvioie 9
The Applicant

(1} Any resident or national of a Contracting State
may file an international application.
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(2) The Assembly may decide to allow the residents
and the nationals of any country party to the Paris
Convention for the Protection of Industrial Property
which is not party to this Treaty to file international
applications.

{8) The concepts of residence and nationality, and
the application of those concepts in cases where there
are several applicants or where the applicants are not
the same for all the designated States, are defined in
the Regulations.

PCT Rure 18

The Applicont

18.1 Residence
(21) Subject to the provisions of paragraph (b), the

- guestion whether an applicant is a resident of the Con-

tracting State of which he claims to be & resident shall
depend on the national law of that State and shall be
decided by the receiving Office.

(b} In any case, possession of a real and effective in-
dustrial or commercial establishment in a2 Contracting
State shall be considered residence in that State.

18.2 Nationality

(2) Subject to the provisions of paragraph (b), the
question whether an applicant is a national of the Con-
tracting State of which he claims o be a national shall
depend on the natienal law of that State and shall be
decided by the receiving Office.

{b) In any case, & legal entity constituted according
to the national law of a Contracting State ghall be con-
sidered a national of that State.

18.8 Several Applicants: Seme for Al Designated
States
If all the applicants are applicants for the purposes
of all designated States, the right to file an interna-
tional application shall exist if at least one of them is
entitled te file an international application according
to Article 9.

18.4 Beveral Apploconts: Different for Different Desig-
nated Stotes

{a)} The international application may indicate dif-
ferent applicants for the purposes of different desig-
nated States, provided that, in respect of each desig-
nated State, at least one of the applicants indicated for
the purposes of that State is entitled to file an interna-
tional application aceording to Article 9.

(b) If the condition referred fo in paragraph (a) is
not fulfilled in respect of any designated State, the des-
ignation of that State sghall be eonsidered not to have
been made.

(c) The International Bureau shall, from time to
time, publish information on the various national laws
in respect of the question who is gualified (inventor,
guccessor in title of the inventor, owner of the inven-
tion, or other) to file a national applcation and shall
accompany such information by & warning that the ef-
fect of the international application in any designated
State may depend on whether the person designated in

i
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the international application ag applieant for the puz-
poses of that State is a person who, under the national
law of that State, is qualified to file a national appli-
eation,
18.5 Change in the Person or Name of the Applicant
Any ehange in the person or name of the applicant
shall, on the request of the applicant or the receiving
Office, be recorded by the International Bureau, which
shall notify the interested International Searching Au-
thority and the designated Offices accordingly,

PCT Roure 19
The Competent Recetving Office

18.1 Where to Pile

(a) Subject to the provisions of paragraph (b}, the
international application ghall be filed, at the option of
the applicant, with the national Office of or acting for
the Contracting State of which the applicant is a resi-
dent or with the national Oflice of or acting for the Con-
tracting State of which the applicant is a national.

{b)y Any Contracting State may agree with another
Contracting State or any intergovernmental organiza-
tion that the national Office of the latter State or the
intergovernmental organization shall, for all or some
purposes, act instead of the national Office of the for-
mer State as receiving Office for applicants who are
residents or nationals of that former State, Notwith-
standing sueh agreement, the national Office of the
former State ghall be considered the competent receiv-
ing Office for the purposes of Article 15(5).

{¢) In connection with any decision made under Ar-
ticle 9(2), the Assembly shall appoint the national Of-
fice or the intergovernmental organization which will
act as receiving Office for applications of residents or
nationals of States specified by the Assembly, Such ap-
pointment shall require the previous consent of the
said national Office or intergovernmental organization.

19.2 Several Applicants

{a} If there are several applicants and they have no
common agent, their common representative within the
meaning of Rule 4.8 shali, for the purposes of the ap-
plication of Rule 19.1, be considered the applieant.

(b} If there ave several applicants and they have a
commeon agent, the applicant first named in the request
who is entitled to fle an international application ac-
cording to Article 9 shall, for the purposes of the appli-
cation of Rule 18.1, be considered the applicant.

18.8 Pubdtication of Fact of Delegotion of Dutics of Re.’

cetving Office

(2) Any agreement referred to in Rule 19.1(b)
shall be promptly notified to the International Burean
by the Contracting State which delegates the duties of
the receiving Office to the national Office of or acting
for another Contracting State or an intergovernmental
organization,

(b) The Internationa! Bureau shall, promptly upon

receipt, publish the notification in the Gazette.
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POT ADMINISTRATIVE INSTRUCTION. SECTION 317

Procedure in the Coase of the Designation of o Stete
being Considered Not To Hoave Been Made

Where the receiving Office finds that, under Rule
18.4(h), the designation of a State is to be considered
as not having been made, it shall indicate that fact in
the international application by enclosing the designa-
tion of that State within square brackets and entering
the words “CONSIDERED NOT TG HAVE BREEN
MADE,” or their equivalent in the language of the
international application, in the margin, and shall
promptly notify the applicant accordingty. If copies of
the international application have already been sent
to the International Bureau and the International
Searching Authority, the receiving Office shall also
notify promptly that Bureau and that Authority.

35 U.8.C. 361 Receiving Ofiice. (a) The Patent
Office shall act as a Recelving Office for international
applications filed by nationals or residents of the
United States. In accordance with any agreement made
between the United States and another country, the
Patent Office may alzo act as a Receiving Office for in-
ternational applications filed by residents or nationals
of such country who are entitled to file international
applications.

(b} The Patent Office shall perform all acts con-
nected with the discharge of duties required of a Re
ceiving Office, including the collection of internationa?
fees and their transmittal to the International
Bureau,

(¢) International applications filed in the Patent
Office shall be in the English language.

(d) The basic fee portion of the international
fee, and the transmittal and search fees preseribed un-
der section 376(a) of this part, shall be paid on filing
of an international application. Payment of designa-
tion fees may be made on filing and shall be made not
later than one year from the priority date of the inter-
national applcation,

35 U.8.0. 373 Improper applicant. An international
application designating the United States, shall not be
aceepted by the Patent Office for the national stage if
it was filed by anyone not qualified under chapter 11
of this title to be an applicant for the purpose of filing
a national appHeation in the United States. Such inter-
national applications shall not serve as the basis for
the benefit of an earlier filing date under section 120 of
this title in a subseguently filed application, but may
serve a5 the basis for a claim of the right of priority
under section 119 of this title, if the United States was
not the sole country designated in such internationsal
application.

37 CFR 1.421 Applicant for infernational applica-
tion. (a) Only residents or nationals of the United
States of America may file international applications
in the United States Receiving Office.

(b) Although the United Sfates Receiving Office will
accept infternational applications filed by any resident
or national of the United States of America for in-

Rev. 1, Jan. 1980
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ternational processing, an international application
designating the United States of Ameriea will be ac-
cepted by the Patent and Trademark Office for the
national stage only if file@ by the inventor or as pro-
vided in §§ 1.422, 1.423 or 1.425,

{e) International applications which do not designate
the United States of America may be filed by the as-
gignee or owner. .

{d) The attorney or agent of the applicant may gig
the international application Request and file the inter-
national application for the appiicant if the inter-
national application when filed is accompanied by 2
separate poweyr of attorney to that attorney or agent
from the appleant. The separale power of attorney
from the applicant may be submitted after filing if
gufficient cause is shown for not submitting it at the
time of filing. Note that paragraph (b} of thig section
requires that the applicant be the snventor if the United
States of America is designated.

(e} Any indication of different applicants for the
purpose of different Designated Offices must be shown
on the Request portion of the international application.

(£) Changes in the person, name, or address of the
applicant of an international application shall be made
in accordance with PCT Rule 185.

87 ORI 1.422 When the inventor is dead. In case
of the death of the inventor, the legal representative
(executor, administrator, ete.) of the deceased inventor
may file an international application which designates
the United States of America.

37 OFR 1.J83  When the inventor i insane o1 tegally
incapeeitated. In case an inventor is insane or other-
wise legally incapecitated, the legal representalive
{guardian, consevator, ete.} of gueh inventor may file
an international application which designates the
United States of America.

37 OFR 1,484 Joint inventors. Joint inventors must
jointty file an international application which desig-
nates the United States of America; the signature of
either of them alone, or less than the entire nuamber
will be ingufficient for an invention invented by them
jointly, except as provided in § 1.425,

37 OFR 1.425 Piling by other than inventor. (a) It
a joint inventor refuses to join in an international ap-
plication which designates the Tnited States of
America or cannot be found or reached affer diligent
effort, the international application which designates
the United States of America may be filed by the other
inventor on behalf of himself or herself and the omitted
snventor. Such an international application which des-
ignates the United States of America must be accoln-
panied by proof of the pertinent facts and must state
the last known address of the omitied inventor. The
Patent and Trademark Offce shall forward notice of
the filing of international application to the omitted
invenior at said address.

{h) Whenever an inventor refuses to execute an in-
ternational application which designates the Unifed
States of America, or cannot be found or reached after
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diligent effort, a person to whom the inventor has as-
siened or agreed in writing to agsign the invention er
who otherwise shows sufficient proprietary interest in
the matter justifying such action may file the inter-
national application on behalf of and as agent for the
inventor. Such an international application which
designates the United States of America must be ae-
companied by proof of the pertinent faets and a show-
ing that such action is necessary fo preserve the rights
of the parties or to prevent irreparable damage, and
must state the last known address of the inventor. The
assighment, written agreement to assign or other evi-
dence of proprietary interest, or a verified copy thereof,
must be filed in the Patent and Trademark Office. The
Office shali forward notice of the filing of the applica-
tion to the inventoy at the address stated in the
application. ’

Any resident or nationa] of the United States
of America may file an international applica-
tion in the United States Receiving Office
(PCT Article 9(1) and (3), PCT Rule 19.1,
35 17.8.C. 361(2) and 87 CFR 1.412, 1.421). The
concepts of residence and nationality are de-
fined in PCT Rules 18.1 and 18.2. For the pur-
pose of filing an international application, the
applicant may be either the inventor or the sue-
cessor in title of the inventor (assignee or
owner). :

However, the laws of the various Designated
countries regarding the requirements for ap-
plicants must also be considered when filing an
international application. For example, the pat-
ent law of the United States of America requires
that, for the purposes of designating the United
States of Amerlca, the applicant(s) must be
the inventor(s) (35 U.S.C. 373, PCL Article
27(3)).

Where there are different applicants for dif-
ferent States, at least one applicant designated
for each State must be entitled to file an inter-
national application under PCT Axticle 9, and
PCT Rule 184,

POT Raule 19.2 relates to the situation where
there are several applicants for all the Desig-
nated States.

1807 Agent or Common Representa-
tive

POT AnricLe 49

Right To Proctice Before International Authoritics

Any attorney, patent agent, or other person, having
the right to practice before the national Office with
which the international application was filed, shali be
entitled to practice before the Internafional Bureau
and the competent International Searching Authority
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and competent International Preliminary Dxamining
Authority in respect of that application.
PCT Ruze 2
Interpretation of Cerigin Words
2.1 “Applicant”

‘Whenever the word “applicant” is used, it shall be
construed as meaning also the agent or other repre-

418.1
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sentative of the applcant, except where the contrary
clearly follows from the wording or the nature of the
provision or the context in which the word is used suech
as in particular, where the provision refers to the resi-
dence or nationality of the applicant.

2.2 “dgent”

Whenever the word “agent™ is used, it shall be con-
strued as meaning any person who has the right to

Rev. 1, Jan. 1980
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practice before international authorities as defined in
Article 49 and, unless the contrary clearly follows
from the wording or the nature of the provision, or the
context in which the word is used, alsc the common
representative referred to in Rule 4.8,

2.3 “Signature’

Whenever the word “signature” is used, it shall he
understood that, if the national law applied by the re-
ceiving Office or the competent International Rearching
or Preliminary Examining Authority requires the use
of n seal instead of a signature, the word, for the pur-
poses of that Office or Authority, shall mean seal.

POT Rur 88
Right To Practice Before Intérnational Authorities

83.1 Proof of Right

The International Bureau, the competent Interna-
tional Searching Authority, and the competent Inter-
national Preliminary Examining Authority, may re-
quire the production of proof of the right to practice
referred to in Article 49,

83.2 Information

(2} The national Office or the intergovernmental
organization which the interested person is aileged to
have a right to practice before shali, mpon request,
inform the International Bureau, the competent Inter-
national Searching Authority, or the competent Inter-
national Preliminary FExamining Authority, whether
such person has the right to practice before it.

(b) Such information shall be binding upon the In-
ternational Bureau, the International Searching Au-
thority, or the International Preliminary Examining
Authority. as the case may be.

PCT RuLs 90
Representation

90.1 Definitions
For the purposes of Rule 90.2 and Rule 80.3:
(i) “agent” means any of the persons referred to
in Article 49;
(ii) *“common representative’” means the appii-
cant referred fo in Rule 4.8

90.2 Effects

(&) Any act by or in relation to an agent shall have
the effect of an act by or ia relation to the applicant
or applicants having appointed the agent.

{b) Any act by or in relation to a common repre-
sentative or his agent shall have the effect of an act by
or in relation to all the applicants. .

(¢) ¥f there are several agents appointed by the
game apylicant or appiicants, any act by or in rvelation
{0 any of the several agents shall have the effect of an
act by or in relation to the said applicant or appli-
eants,

{(d) The effects described in paragraphs (a), (b},
and {e), shall apply to the processing of the interna-
tional application before the receiving Office, the In-
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ternaiional Bureaw, the Intermational Searching Au-
thority, and the International Preliminary Examining
Authority.

903 Appointment

{a) Appointment of any agent or of any common
representative within the meaning of Rule 4.8{a), if
the said agent or common representative is not desig-
nated in the request signed by all applicants, shall be
effected in @ separate signed power of atiorney (ie, 2
document appointing an agent or a COMINCD Trepre-
sentative).

(b) The power of attorney may be submitted to the
receiving Office or the Internafional Bureaw. Which-
ever of the two is the recipient of the power of attor-
ney submitted shall immediately notify the other and
the interested International Prelminary Examining
Authority.

(¢} If the separate power of attorney is not signed
as provided im paragraph (a), or if the required sepa-
rate power of attorney is missing, or if the indication
of the name or address of the appoinied person does
not comply with Rule 4.4, the power of attorney shall
be considered non-existent unless the defect is cor-
rected,

90.4 Revoecolion

{a) Any appointment may be revoked by the per-
sons who have made the appointment or their succes-
sorg in title,

(b} Rule 90.3 shall apply, mutadis mutandis, to the
document containing the revocation.

37 OFPR 1455 Representotion in internctiional ap-
plications. (a) Applicants of international applications
may be represented by attorneys or agents Heensed to
practice before the Patent and TFrademark Office or by
a common representative (PCT Art. 49, Rules 4.8 and
90 and § 1.341}.

(b) Appointment of an agent, attorney or common
representative (PCT Rule 4.8) must be effected either
in the Request form, signed by all applicanis, or in a
separate power of attorney submitted either to the
{nited States Receiving Office or to the International
Bureau. .

{¢) Powers of attorney and revocations thereof
should be submitfted to the United States Recelving
Office until the issuance of the international search
report.

(d) The addressee for correspondence will be as in-
dicated in Section 108 of the Administrative Instruc-
tions. ’

POT ADMINISTRATIVE INSTRUCTION SECTION 106
Correspondence Intended for the Applicant

In the case of several applicants, any agent desig-
nated under Rule 4.7 in the request signed by all the
applicants, or appointed under Rule 90.3 in a separate
power of attorney signed by all the applicants, shall
be considered o common agent.
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POT ADMINISTRATIVE INSTRUCTION SECTION 108
Correspondence Infended for the Applicant

(&) Any correspondence from an International Au-
thority intended for the applicant, or, in the case of
several applicants, the applicants, shall be addressed
as follows:

(1} Where the applicant has designated or ap-

pointed one agent, correspondence shall be addressed

to that agent., Where, in the case of several appli-

cants, the applicanis are represented by a common

representative or a common sagent, correspondence
shall be addressed to that representative or that
agent,

(ii) Where the applicant has designated several
agents in the request, correspondence shall be ad-
dressed to the agent first mentioned therein, Where,
in the case of several applicants, the applicants have
designated several common agents in the request,
correspondence shall be addressed to the common
agent first mentioned therein.

(iii) Where the applicant has appointed several
agents in one or more separate powers of attorney,
correspondence shall be addressed to the agent first
mentioned in the earliest filed and stilt valid separate
power of attorney. Where, in the case of several ap-
plicants, the applicants have appointed several com-
mon agents in one or more separate powers of at-
torney, correspondence shall be addressed to the com-
mon agent first mentioned in the earliest filed and
still valid separate power of atiorney.

{b)} Any correspondence from au International Au-
thority to the applicant or his agent shall be marked
with the file reference, composed either of letters or
numbers, or both, of the applicant or the agent, if so
indicated on the request Form, provided this reference
does not exceed ten characters.

POT ApMIinisreATIVE INSTRUCTION SEOTION 206
Common Representative Desipnated in the Request

If the applicants designate a common representative
in accordance with Rule 4.8(a), such common repre-
sentative shall be indicated on the front page of the
reguest Form. The indication of the common representa-
tive shall take the form of a statement designating the
named applicant to act as the common repregentative
on behalf of all the applicants.

Any act by or in relation to an agent has the
effect of an act by or in relation to the applicant
or applicants who have designated the agent;
any act by or in relation to a common repre-
sentative has the effect of an act by or in relation
to all the applicants; the foregoing applies to
fihe iI;ternationa.l phase (37 CFR 1.421(d) and

435}

In the national (or regional) phase, other
agents usually have to be appointed (PCT Rule
90.2). The national laws of the designated states
govern the appointment of agents or attorneys in
the national stage.
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Any attorney or agent registered to practice
before the United States Patent and Trademark
Office may be appointed as an agent under the
Patent Cooperation Treaty to file applications
in the United States Receiving Office (PCT
Article 49 and PCT Rule 83).

The document containing the revocation must
be signed by the applicant or, where there are
several applicants, by all the applicants. It must
be submitted to the Receiving Office or the In-
ternational Bureau (PCT Rule 904).

Powers of attorney and revocations should be
submitted to the United States Receiving Office
until the Search Report has issued in order that
communications may be correctly addressed.
After the Search Report has issued, powers of
attorney and revocations should be submitted to
the International Bureau.

See also § 1820.04 for the power of attorney on
the Request form,

1808 Revocation of the Appointment
of an Agent or a Common Rep-
resentative

37 OFR 1.475 Changes in person, name, or address
of applicants ond inventors. All requests for a change
in person, name or address of applicants and inventor
be sent to the United States Receiving Office until the
time of issuance of the international search report.
Thereafter requests for such changes should be sub-
mitted to the International Bureau.

1810 Filing Date Requirements

PCT Arricns 11

Piling Daie gnd Effects of the Internalional
Application
{1) The receiving Office shall accord as the interna-
tional filing date the date of receipt of the international
application, provided that that Office has found that,
at the time of receipt:

(i) the applicant does not obvicusly lack, for
reasonsg of residence or nationality, the right to file
an international application with the receiving Office,

(i1} the internationtal application is in the pre-
seribed Ianguage,

(iii) the international application contains at least
the following elements:

{a) an indication that it is intended ag an inter-
national application.
(b) the designation of at least one Contracting

State,

{c) the name of the applicant, asg prescribed,

(@) a part which on the face of it appears to be &
description,

{e) @ part which on the face of it appearstobe st
claim or claims.
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(2) (a) If the receiving Office findg that the interna-
tional application did pot, at the time of receipt, fulfill
the reguirements listed in paragraph (1), it shall, as
provided in the Regulations, invite the applicant to file
the required correction. ‘

(b} If the applicant complies with the invitation, as
provided in the Regulations, the recelving Office ghall
accord as the international filing date the date of
receipt of the required correction.

(3) Subject to Article 64(4), any international ap-
plication fulfilling the requirements listed in items (1)
to (iii) of paragraph (1) and accorded an international
filing date shall have the effect of a regular national
application in each designated State as of the infer-
national fling date, which date shall be considered to
be the actual filing date in each designated State.

(4) Any international application fulfilling the re-
guirements listed in items (i) to (iii) of paragraph (1)
shall be eguivalent to a regular national filing within
the meaning of the Paris Convention for the Protection
of Industrial Property.

35 U.8.0. 363 International application destgnuating
the United States: Effect. An international application
destgnating the United States shall bave the effect,
from ity international fiing date under article 11 of
the treaty, of a national application for patent regu-
larly filed in the Patent Office except @8 otherwise pro-
vided in section 102¢e) of this title.

35 U.R.0. 376 Fees. (a) The required payment of the
internationsl fee, which amount ig specified in the
Regulations, shall be paid in United States currency.
The Patent Office may also charge the following fees:

(1) A transmittal fee (see section 361(d));

{2) A search fee (see section 361{(d));

(3) A supplemental search fee (to be paid when
required) ;

{4) A national fee (see section 371{c)};

(5) A special fee (Lo be paid when required; see
gection 8372(c)) ;

(8) Such other fees at established by the Cow-
missioner.

(b) The amounts of fees specified in subsection (a)
of this section, except the international fee, shall be
preseribed by the Commissioner, He may refund any
sum paid by mistake or in excess of the fees so speci-
fied, or if required under the treaty and the Regula-
tiong. The Commissioner may also refund any part of
the search fee, where he determines such refund to be
warranted.

37 OFR 1.481 International application requirements.
{a) An internationml application shall contain, as
gpecified in the Treaty and the Regulations, a Request,
a deseription, one or more ¢laims, an abstract, and one
or more drawings (where required). {POT Art, 3(2}
and Seetion 207 of the Administrative Instruetions.)

(b) An international filing date will be accorded by
the United@ States Receving Office, at the time of re-
cepit of the international application, provided that:

(1) The applicant is a United States resident or na-
tional (35 U.8.C. 861(a), PCT Art, 11(1)(1)).
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(2) 'The international application ig in the English
language (85 U.8.C. 361(c¢), POT Art. 11(1) (i) ).

(3) The international application contains at least
the following elements (PCT Art. 11{1)(iii}):

(i) an indication that it is intended as an interna-
tional application (PCT Rule 4.2} ;

(ii) the designation of at least ome Contracting
State of the International Patent Cooperation Union;

(iii) the name of the applicant, as prescribed
(note §1.422);

(iv) a part which on the face of it uppears to be 4
deseription; and

{v) a part which on the face of it appears to be a
claim.

(¢) Payment of the basie portion of the international
fee (PCT Rule 15.2) and the transmittal and search
fees (§1.445) shall be made in full at the time the
international application papers required by para-
graph (b) of this section are deposited. Failure to
make full payment on the same date as the deposit of
the international application papers required by sab-
paragraph {b) of thig section will result in the inter-
national application being considered withdrawn (PCT
Art, 14(3)(a)).

87 OFR 1.445 Internationel application filing and
grocessing fees, (#) The following fees and charges are
established by the Patent and Trademark Office under
the authority of 35 U.B.C. 876:

{1) A transmittal fee (see 35 U.8.C. 361(d) and
POT Rule 14)—§35.00.

(2) A search fee (see 85 U.8.C, 361(d) and roT
Rule 16)—§300.00.

(8) A supplemental search fee when required (see
POT Art. 17(8) {(a) and PCT Rule 40.2)—$200.00 per
additional invention.

(4) The national fee, that is, the amount set forth
as the filing Tee under 35 U.8JC, 41(a)(1).

(5) A special fee when required (see 33 U.8.C.
872 (e) }—310.00 per claim.

(b} The basic fee and designation fee portions of
the international fee shall be as preseribed in PCT
Rule 15.

Tae “IntervaTioNar Finane Dare”

An international filing date is accorded on the
date on which the international application was
received by the Receiving Office or-—pursuant
to the correction of defects—on a later date
(PCT Articles 11(1) and 11(2)(b) and PCT
Rules 20.1, 20.3, 20.4(a), 20.5, and 20.6) : in the
former case, the international filing date will be
the date on which the international application
was received by the Receiving Office; in the lat-
ter case, the international filing date will be the
date on which the correction was received by
the Receiving Office. Any correction hag to be
submitted by the a,}ilpiica,nt within certain time
Himits. Where all the sheets pertaining to the
same international application are not received
on the same day by the Receiving Office, in most
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instances, the date of receipt of the application
will be amended to reflect the date on which the
last missing sheets were received. As an
amended date of receipt may cause the priority
claim to be forfeited, applicants should assure
that all sheets of the application are deposited
with the Receiving Office on the same day. For
particulars see PCT Rule 20.2.

Coxprrions Trar Must Be Forrmined vor THE
InTERNATIONAL APPLICATION 10 B Exrirrep
T0 AN “InrERNATIONAL Fizing Dars”

An “international filing date” will be ac-
corded to the international application by the
United States Receiving Office if it finds that
the conditions of PCT Art. 11(1) and 87 CFR
1481 are fulfilled.

Now-pavMent, INcomprere Payment or Larn
Payment or Feus Errecr on 1En “INTRRNA-
TIONAL Froing Dame”

The non-payment, incomplete or late payment
of the fees does not effect the filing date since
the payment of fees is not an Article 11(1) re-
quirement. However, non-payment or incom-
plete payment of fees on filing will result in the
Receiving Office declaring that the international
a%plication is considered withdrawn, except
where only the designation fees are missing
(PCT Axrticle 14(3) (a), PCT Rule 27.1(a) and
85 U.8.C. 361(d)). Although an international
application which has not received an interna-
tional filing date and an international applica-
tion which is considered to be withdrawn are
both excluded from further processing in the
international phase, an international applica-
tion which fulfills the requirements necessary
for being accorded an international filing date
may be invoked as a priority application under
the Paris Convention (PCT Article 11(4)) (if
the conditions set by that Convention are ful-
filled) even where it will be considered as with-
drawn for non-payment of fees or other reasons.

1812 Elements of the International
Application

PCT Arricie 3

The International Application

(1} Applications for the protection of inventions in
any of the Contracting States may be filed ag inter-
national applications under this Treaty.

(2} An international application shall contain, as
specified in this Treaty and the Regulations, a request,
a description, one or more claims, one or more drawings
{where reguired), and an abstract.

(8) The abstract merely serves the purpose of tech-
nical information and cannet be taken into account for
any other purpose, particularly not for the purpose of
interpreting the scope of the protection sought,

422

MANTAL OF PATENT EXAMINING PROCEDURE

{4) The international application shall:

{1) bein a preseribed language ;

(ii) comply with the prescribed physical require-
ments;

(iil) comply with the prescribed requirement of
unity of invention;

(iv} be subject to the payment of the prescribed
fees,

POT Ruie 9

Bopressions, ete., Not To Be Used

9.1 Definition
The international application shall not contain :

(i) expressions or drawings contrary to morality ;

(ii) expressions or drawings contrary to public
order;

(iii) statements disparaging the products or proc-
esses of any partienlar person other than the appli-
cant, or the merits or validity of applications or
patents of any such person (mere comparisons with
the prior art shall not be considered disparaging
per se) ;

{iv) any statement or other maiter obviously ir-
relevant or unnecessary under the circumstances.

8.2 Noting of Lack of Compliance

The receiving Office and the International Searching
Authority may note lack of compliance with the pre-
seriptions of Rule 9.1 and may suggest to the applicant
that he voluntarily correct his international applica-
tion aeccordingly. If the lack of compliance was noted
by the receiving Office, that Office shall inform the com-
petent International Searching Authority and the In-
ternational Bureau; if the lack of complisnce was
noted by the International Searching Authority, that
Authority shall inform the receiving Office and the
International Buareau,

9.8 Reference to Article 21(8)

“Disparaging statements,” referred to in Article
21 (6}, shall have the mezning as defined in Rule 9.1
(iiiy.

PCT Ruwe 10

Terminology and Signs
10.1 Terminology and Signs

{a) Units of weights and measures shall be expressed
in terms of the metric system, or also expressed in such
termg if first expressed in terms of a different system.

(b) Temperatures shall be expressed in degrees centi-
grade, or also expressed in degrees centigrade if first
expressed in g different manner.

() Density shall be expressed in metrie units.

(d) For indications of heat, energy, light, sound and
magnetism, as well as for mathematieal formulae and
eleetrieal units, the rules of international practice shall
he observed ; for chemical formulae the symbols, atomic
weights, and molecular formulae, in general use, shall
be employed.

(
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(e) In general, only such technical terms, signs and
symbols should be used as are generally aceepted in
the art.

{f) When the international application or its trans-
1ation ig in English or Japanese, the beginning of any
decimal fraction shall be marked by a period, whereas,
when {be international application or ite translation is
in a language other than English or Japanese, it shall
be marked by & comma.

16.2 Congistency
The terminology and the signs shall be consistent
throughout the infernational application.

POT Rore 12

FLanguage of the Imternationel Application

12.1 The International Application

Any international spplication shall be filed in the
language, or one of the languages, specified in the
agreement coneluded hetween the International Bu-
reau and the International Searching Authority com-
petent for the international searching of that applica-
tion, provided that, if the agreement specifies several
languages, the receiving Office may prescribe among
the specified Ianguages that language in which or those
languages in one of which the international applica-
tion must be filed.

12.2 Changes in the Internationgl Application

Any changes in the international application, such
as amendments and corrections, shall be in the same
language as the said application (¢f. Rule 86.5).

POT ADMINISTRATIVE INSTRUCTION SrEcrion 207

Arrangement of Elements and Numbering of Sheets of
the Internationgl Application

(a) In effecting the sequential numbering of the

sheetg of the international spplication in accordance

with Rule 11.7, the elements of the international ap-
plieation shall be placed in the following order: the
request, the description, the claime, the abstract, the
drawings.

(b) The sequential numbering of the sheets shall be
effected by using three separate series of numbering.
the first series applying to the request only and com-
mencing with the first sheet of the request, the second
series commencing with the first sheet of the descrip-
tion and continuing through the claims until the last
sheet of the abstract, and the third series being ap-
plicable to the sheets of the drawings only and com-
mencing with the first sheet of the drawings,

Any international application must contain
the following eclements: Request, deseription,
claim or claims, abstract and one or more draw-
ings (where drawings are necessary for the
understanding of the invention (PCT Axrticle
3(2) and PCT Article 7(2)). The elements of
the international application are to be arranged
in the following order: the Request, the deserip-

493

1815

tion, the claims, the abstract, and the drawings
(PCT Administrative Instructions, Section 207
(a)). All the sheets contained in the interna-
tional application must be numbered in consecu-
tive Arabic numerals by using three separate
series of numbers; the first applying to the Re-
quest, the second to the deseription, claims and
abstract, and the third to the drawings (PCT
Rule 11.7 and PCT Administrative Instructions
Section 207 (b) ). Only one copy of the interna-
tional application need be filed in the United
States Receiving Office (837 CFR 1.433(a)).

1815 Formal Requirements of an In-
ternational Application

PCT Ruie 11

Physical Requirements of the Inlfernational
Application
11.1 Number of Copies

(a) Subject to the provisions of paragraph (b}, the
international application and each of the documents
referred to in the check list (Rule 3.3(a) (ii)} shall be
filed in one copy.

(b) Any receiving Office may require that the in-
ternationsl application and any of the documents re-
ferred to in the check list (Rule 3.3(a) (i1)), except
the receipt for the fees paid or the check for the pay-
ment of the fees, be filed in two or three copies. In
that case, the receiving Office shall be responsible for
verifying the identity of the second and the third
copies with the reeord copy.

11.2 PFitness for Reproduction

(a} Al elements of the iaternational application
(i.e., the request, the deseription, the claims, the draw-
ings, and the abstract) shall be so presented as to
admit of direct reproduction by photography, electro-
static processes, photo offset, and microfilming, in any
nuinber of coples,

(b} AIl sheets shall be free from creases and
cracks; they shall not be felded.

{¢) Orly one side of each sheet shall be used.

(d) Subject to Rule 11.13(j), each sheet shall be
used in an upright position (i.e. the short sides at the
top and bottom},

11.8 Material to be Used

Al elements of the international application shall
be on paper whiech shall be flexible, strong, white,
smooth, non-shiny, and durable.

11.4 Reparate Sheels, Bic.

{(a} Each element (request, description, claims,
drawings, abstract) of the international application
shall commence on a new sheet.

{b) Al sheets of the international appHeation shall
be so connected that they can be easily turned when
consulted, and easily separated and joined again if
they have been separated for reproduction purposes.
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11.5 Size of Sheets

The size of the sheets shall be A4 (207 cm, x 21
cm.}. However, any receiving Office may accept in-
ternational applications on sheets of other sizes pro-
vided that the record copy, as transmitted to the Inter-
national Bureau, and, if the competent International
Searching Authority so desires, the gearch copy, shall
be of Ad size,

11.6 Margins

(a) The minimum marging of the sheets containing
the request, the desecription, the claims, and the ab-
stract, shall be as follows:

—top: 2 em.

--ieft gide: 2.5 em.

--pight side: 2 em.

—hottom: 2 cm.

¢{b) The recommended maximum, for the margins
provided for in paragraph (a), is as follows:

—tOp: 4 CIm.

—left side: 4 cm.

—right gide: 8 cm.

—hottom : § em.

(¢) On sheets containing drawings, the surface usa-
ble shall not exceed 26.2 em. x 17.0 em. The sheets
shall not contain frames around the usable or used
sarface. The minimum margins shall be as follows:

-—top: 2.5 cm.

~--left gide : 2.5 cm.

—right side: 1.5 cm.

-hottom : 1.0 ¢cm,

(d) The margins referred to in paragraphs (a) to
{e) apply to Ad-size sheets, so that, even if the re-
ceiving Office accepts other sizes, the Ad-size reeord
copy and, when so required, the Ad-gize search copy
shall leave the aforesaid margins.

(e) The marging of the international application,
when submitted, must be completely blank.

11.7 Numbering of Sheels ‘

(#) All the sheets contained in the international
application shall be nambered in consecutive srabic
numerals,

(b) The numbers shall be placed at the top of the
sheet, in the middle, but not in the wmargin.

11.8 Numbering of Lines

{a) It is strongly recommended to number every
fifth line of each sheet of the description, and of each
sheel of claims.

(b} The numbers should appear on the left side, to
the right of the margin.

11.9 Writing of Text Matier

{(a) The request, the description, the claims and the
abstract shall be typed or printed.

(b) Only graphic symbols and c¢haracters, chemical
or mathematical formulse, and certain characters in
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the Japanese language may, when necessary, be writ-
ten by hand or drawn.

(¢) The typing shall be 1%-spaced.

(d) All text matter shall be in characters the capi-
tal letters of which are not less than (.21 cm. high,
and shall be in a dark, indelible color, satistying the
requirements specified in Rule 11.2.

(e) As far as the spacing of the typing and the size
of the characters are concerned, paragraphs (¢) and
(d) shall not apply to texts in the Japanese language.

11.10 Drowings, Formulae, and Tebles, in Tewt Matter

(a) The request, the deseription, the claims and the
abstract shall not contain drawings.

(b) The description, the elaims and the abstract
may contain chemical or mathematical formulae.

(¢) The description and the abstract may contain
tables; any claim may contain tables only if the sub-
jeet matter of the eclaim makes the use of tables
desirable.

11.11 Words in Drawings

(a) The drawings ghall not contain text matter, ex-
cept a single word or words, when absolutely indis-
pensable, such ag “water,” *“steam,” “open,” “cloged,”
“section on AB,” and, in the case of electric eircuits
and block schematic or flow sheet diagrams, a few
short eatch words indigpensable for understanding.

{b} Any words used shall be so placed that, if
translated, they may be pasted over without inter-
fering with any lines of the drawings.

11.12 Alterations, ete.

Each sheet shall be reasonably free from erasures
and shall be free from alterations; overwritings, and
interlineations. Non-compliance with this Bule may be
authorized, in exceptional cases, if the authenticity of
the content is not in guestion and the requirements for
good reproduetion are not in jeopardy.

11.18 Special Requirements for Drawings

(a2) Drawings shall be executed in dQurable, black.
sufficiently dense and dark, uniformly thick and well-
defined, lines aznd sirokes without colorings.

(b) Cross-gections shall be indicated by obligque
hatching which should not impede the clear reading
of the reference signs and leading lines.

(¢} The scale of the drawings and the distinctness
of their graphical execution shall be such that a pho-
tographie reproduction with a linear reduction in size
to two-thirds would enable all details to be distin-
guished without difficulty. .

(3) When, in exceptional cases, the secale is given
on a drawing, it shall be represented graphically.

{e) All numbers, letters, and reference lines, ap-
pearing on the drawings, shall be simple and clear.
Brackets, circles or inverted commas shall not he
nsed in association with numbers and letiers.

(£} All lines in the drawings sghall, ordinarily, be
drawn with the aid of drafting instruments.

e
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(g) Bach element of each figure shall be in proper
proportion to each of the other elements in the figure,
except where the use of a different proportion ig indis-
pensable for the clarity of the figure.

() The height of the numbers and letters shall not
be less than 0.32 em. For the lettering of drawings, the
Latin and, where customary, the Greek alphabets ghall
be used.

(1) The same sheet of drawings may contain Sev-
eral figures. Where figures on Lwo Oor more sheets form
in effect & single complete figure, the figures on the
several sheets shall be so arranged that the complete
figure can be assembled without concealing any part
of any of the figures appearing on the various sheets.

(j) The different figures shall be arranged on &
sheet or sheets without wasting space, preferably in an
upright position, clearly separated from one another.

(k) The different figures shall be numbered in arabic
numerals consecutively and independently of the num-
bering of the sheets.

{}) Reference signs not mentioned in the deserip-
tion shall not appear in the drawings, and vice versa.

{m) The same features, when denoted by referehce
signs, shall, throughout the internatienal application,
be denoted by the same signs.

{n) If the drawings contain a large number of ref-
erence signs, it is strongly recommended to aftach a
separate sheet Hsting ail reference signg and the fea-
tures dencied by them.

11.14 Later Documents

Rules 10, 11.1 to 11.13 also apply to any document—
for example, corrected pages, amended claimg--—-gub-
mitted after the filing of the international application.

11.15 Translations

No designated Office shall require that the transla-
tions of an international application filed with it com-
ply with requirements other than those prescribed for
the international application as filed.

37 OFR 1.433 Physicel requirements of interna-
tional application. (a) The international appiication
and each of the documents that may be referred to in
the check list of the Request (PCF Rule 8.3(a) (il))
shall be filed in one copy only.

{b) All sheets of the international application must
be on A4 size paper {21.0 x 28.7 cm.}.

{e¢) Other physical requirements for international
applications are set forth in PCT Rule 11 and Sections
201207 of the Administrative Instructions.

‘The international application must comply
with certain physical requirements, e.g., re-
quirements concerning : fitness for reproduction
(PCT Rule 11.2}, the size of the sheets (PCT
Rule 11.5), the margin sizes (PCT Rule 11.6),
the numbering of the lines in the description
and claims (PCT Rule 11.8), the writing of
text materials (PCT Rule 11.9), etc. The spe-
cifies of each of these requirements are set forth
in PCT Rule 11; however, fwo major require-
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ments in application format are to be especially
noted. The first requirement is that all papers
in the international applications be “A4” size,
which is 29.7 em. by 21 cm. (PCT Rule 11.5)
(approximately 11-1%¢ inches by 8-, inches),
and the second is the requirement that the typ-
ing in the application be at 114 spacing (PUT
Rule 11.9(c)). The international application
must also be drafted to satisfy certain other
formal requirements. It must not contain matter
contrary to morality or public order, disparag-
ing statements, or obviously irrelevant or un-
necessary matter (PCT Rule 9). Units of
weights, measures and density should be ex-
pressed in terms of the metric system, and fem-
peratures in terms of degrees Centigrade (PCT
Rule 10). The general rule with respect to
terminology and signs is: only such technical
terms, signs and symbols should be used as are
generally accepted in the art. An international
application filed in the United States Recelving
Office must be in the English language (PCT
Rule 12.1 and 35 U.8.C. 861(c) ). International
applications which comply with the PCT
forms)] requirements are acceptable by all PCT
member States (PCT Article 27(1)).

1820 The Request
POT Armicrp 4
The Regquest

(1) The request shall contain:

(i) a petition to the effect that the international
application be processed according to this Treaty;

(ii) the designation of the Contracting State or
States in which protection for the invention is de-
sired on the basis of the international application
(“designated States”); if for any designated State
a regional patent is available and the applicant
wishes to obtain a regional patent rather than a
national patent, the request shall go indicate; if,
under a treaty concerning a regional patent, the ap-
plicant cannot Iimit his application to certain of
the States party to that treaty, designation of one
of those States and the indication of the wish to
obtain the reglonal patent shall be treated as desig-
nation of all the States party to that treaty; if,
under the national law of the designated State, the
designation of that State has the effect of an ap-
plication for a regional patent, the designation of the
said State shall be treated ag an indication of the
wish to obtzin the regional patent;

(iif) the name of and other prescribed data con-
cerning the applicant and the agent (if any);

(iv} the title of the invention;

(v) the name of and other prescribed data comn-
cerning the inventor where the national law of at
least one of the designated States reguires that these
indications be furnished at the time of filing a na-
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tional application. Otherwise, the said indieations
may be furnished either in the request or in sepa-
rate notices addressed to each designated office whose
national law requires the furnishing of the said in-
dieations but allows that they be furnished at a time
later than that of the filing of a national application.

(2) Bvery designation shall be subject to the pay-
ment of the preseribed fee within the preseribed time
limit.

(8) Unless the applicant asks for any of the other
kinds of protection referred to in Article 43, designa-~
tion shall mean that the desired proteetion consists
of the grant of a patent by or for the designated State.
For the purposes of this paragraph, Article 2(ii) shall
not apply.

(4) Failure to indicate in the request the name and
other prescribed data concerning the inventor shall
have no consequence in any designated State whose
national law requires the furnishing of the said indi-
cations but allows that they be furnished at & time
later than that of the filing of a national application.
Faillure to furnish the said indieations in a separate
notice shall have no consequence in any designated
State whose national Iaw does not require the furnish-
ing of the said indications.

PCT Ruck 3
The Request {Form)

3.1 Printed Form
The request shall be made on a printed form.

8.2 Availability of Forms

Copies of the printed form shall be furnished free
of charge to the applicants by the receiving Office, or,
if the receiving Office so desires, by the International
Bureau.

3.8 Checks List

{2} The printed form shal} contain a list which,
when filled in, will show:

(i) the total number of sheets constituting the
international application and the number of the
gheets of each element of the international applica-
tion  (request, description, claims, drawings,
abstract), :

(ii) whether or not the international application
as filed Is accompanied by a power of attorney (l.e.,
a document appointing an agent or 2 common repre-
sentative), a priority document, a receipt for the
fees pald or a check for the payment of the fees, an
international or an international-type search report,
a document in evidence of the fact that the applicant
is the successor in title of the inventor, and any
ather document (to be specified in the check list),

(iii) the number of that figure of the drawings
which the applicant suggests should accompany the
abstract when the abstract is published on the front
page of the pamphlet and in the Gazette; in excep-
tional cases, the applicant may suggest more than one
figure.
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(b) The list shall be filled in by the applicant, fail-
ing which the receiving Office shall fill it in and make
the necessary annotations, except that the number
referred to in paragraph (a) (iii) shall not be filled
in by the receiving Office.

2.4 Particulors

Subject to Rule 3.3, particulars of the printed form
shall be preseribed by the Administrative Instructions.

PCT Ruis 4
The Request (Contents)
41 Mandatory and Optlonel Contents ; Bignature

(a) The request shall contain :

(i} =2 petition,

{il) the title of the invention,

(iii} indieations concerning the applicant and the
agent, if there is an agent,

(iv)* the designation of States,

(v} indications concerning the inventor where the
national law of af least one of the designated Stafes
requires that the name of the inventor be furnished
at the time of filing a national application.

(b) The request shall, where applicable, contain:

(i) a priority claim,

(ii) a reference to any earlier international search
or to any earlier international type search.

(ili) choices of certain kinds of protection.

{iv} an indication fhat the applicant wishes to
obtain a regional patent and the names of the desig-
nated States for which he wishes to obtain such a
patent,

(v) a reference to a parent application or parent
patent.

(¢) The request may contain indieations copcerning
the inventor where the national law of none of the
designated States reguires that the name of the inven-
tor be furnished at the time of filing a national
application.

{3} The request shall be signed

4.2 The Petition

The petition shall be to the following effect and shall
preferably be worded as follows: “The undersigned
requests that the present international application be
processed according to the Patent Cooperation Treaty.”

* * * * »
{Bee §§ 1820.01-1820.11 for POT Rules 4.5-4.15)
® * * ® *

416 Transliteration or Translation of Cortain Words

(a) Where any name or address ig written in char-
acters other than those of the Latin alphabet, the same
shall also be indicated in characters of the Latin alpha-
bet elther &g a mere transliteration or through trans-
lation into Fauglish. The applicant shall decide which
words will be merely transliterated and which words,
will be so transiated.
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{b) The name of any country written in characters
other than those of the Latin alphabet shall also be
indicated in English,

41T No Additional Matter

(a) The reguest shall contain no matter other than
that specified in Rules 4.1 to 4.16.

37 CFR 1.484 The request, (a) The request shall
be made on a standardized printed form (PCT Rules
8 and 4). Copies of such printed Reguest forms are
available from the Patent and Trademark Offiice. Let-
ters requesting such forms should be marked “Box
PCT.Y )

(b) The Check List portion of the Request form
should indicate each document accompanying the in-
ternational application on filing.

(¢) AJl information, for example, addresses, names
of States and dates, shall be indicated in the Request
as required by POT Rule 4 and Administrative Instruc-
tions 110 and 201

{d) International applications which designate the

. United States of America shall include:

(1} The name, address and signature of the inventor,
except as provided by §§ 1421(d), 1422 1.422 and
1485,

(2) A reference to any copending national applica-
tion or international application designating the
United States of America, #f the benefit of the filing
date for the prior copending application is to be
ciaimed.

POT ADPMINISTRATIVE INsTRUCTION SECTION 303
Deletion of Additional Matter in the Regquest

Where, under Rule 4.17(b)}, the receiving Office
deletes ca oficio any matter contained in the request, it
shall do so by placing such matter between square
brackets and entering the word “DELETED,” or its
equivalent in the language of the international applica-
+ion, in the right-hand margin adjacent to the matier
$0 placed between brackets, and shall notify the appli-
cant accordingly, If copies of the international appli-
cation have already been sent to the International Bu-
reau and the Infernational Searching Authority, the
receiving Office shall also notify that Bureau and that
Authority.

The Request contain a petition to the effect
that the international application be processed
according to the PCT; it must contain certain
bibliographic information (PCT Article 4(1),
PCT Ru%es 3 and 4 and 37 CFR 1.4342. The
Request must be made on a printed form (PCT/
RO/101) to be filled in with the required in-
formation (PCT Rules 3.1, 32 and Adminis-
trative Instruction Section 102(b)). Any pro-
spective applicant may obtain English language
Request forms free of charge from the United
States Patent and Trademark Office, Box POT,
Washington, D.C. 20281. The PCT sets forth
specific Tequirements for each element of biblio-
graphic information on the Request form. The
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Request may not contain any matter that is not
specified in PCT Rule 4. Any additional mate-
rial will be deleted ex-officio (Administrative
Instruction Section 803).

AppLicanT orR AceNt's FiLe REFERINCE

The applicant or agent may use a file refer-
ence composed either of letters or numbers or
both, provided the file reference does not exceed
ten characters. If a file reference is indicated on
the Request form, any correspondence from an
International Authority to the applicant or
agent will include it (Administrative Instrue-
tions Section 108).

SUPPLEMENTAL BOX

This box is used for any material which can-
not be placed in one of the previous boxes be-
cause of space limitations. The supplemental
information placed in this box should be clearly
entitled with the Box number from which it is
continued, e.g., TI1. Tnventor (Continued). If
the supplemental box does not contain suflicient
space, the material should be continued on an
additional plain sheet of A4 size paper. If such
a continuation sheet is used, it is numbered as
an additional page 4 of the Request and counted
accordingly in the total number of sheets for
fee caleulation purposes. The sheet should be
entitled “Continuation Sheet to the Request”.

1820.01 Title of the Invention

POT Rule 4.8 Title of the Inveniion

The title of the invention shall be short (preferably
from two fo seven words when in English or trans-
lated into English) and precise.

The Request must contain the title of the in-
vention; 31& title must be short (preferably 2
to 7 words) and precise (PCT Rule 4.3). The
title in Box I of the Request is considered to be
the title of the application. The title appearing
on the first page of the description (PCT Rule
5.1(a)) and on the page containing the abstract
should be consistent with the title indicated in
Box I of the Request form. :

1820.02 Applicant

POT Rule Jh4

(a) Names of natural persons shall be indicated by
the person’s family name and given name(s), the fam-
ily name being indicated before the given name(s).

(b) Names of legal entities shall be indicated by
their full, official designations.

(¢} Addresses shall be indicated in such a way &8
to satisfy the customary reguirements for prompt
postat delivery at the indicated address and, in any
case, shall congist of all the relevant adminpistrative

Names and Addresses
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units up to, and including the house number, if any.
Where the national law of the designated State does
uot require the indication of the house number, failure
to indicate such number shall have no effect in that
State. It iy recommended to indicate any telegraphic
and teleprinted address and telephone number.

{d) For each applicant, inventor, or agent, only one
address may be indicated.

POT Rule 4.5 The Applicant

{(a) The request shall indicate the name, address,
nationality and residence of the applicant or, if there
are several applicants, of each of them.

(b) The applicant's nationality shall be indicated by
the name of the State of which he is a national.

(¢) The applicant’s residence shall be indicated by
the name of the State of which he is & resident.

POT ApMINISTRATIVE INSTRUCTION SECTION 306

Change in the Person, Naome or dddress of the
Applicant

Any request for the recording of any changes in the
person or name of the applicant referred to in Rule
1845 or Rule 544, or of any change in the addressg of
the applicant shall be signed by the applicant or, if
the receiving Office requested such change under Rule
18.5 or Rule 54.4, by the receiving Office, The request
shali indicate the name or address of the applicant for
which the change is requested.

The names of natural persons must be given
with the family name being indicated before
the given name (PCT Rule 4.4}. The names of
legal entities should be given in full, All ad-
dresses should be spelled out in full and include
the name of the country in order to assure cor-
rect. publication of the information. 1f the
United States of America is designated, the
applicant must be the inventor at the time of
filing (35 U.8.C. 873). PCT Rule 18.5 may not
be used to name the inventor as the applicant
for the United States of America after the in-
ternational application has been filed.

The applicant of an international application
for Designated Office other than the United
States of America may be either the inventor
or the owner of the invention, In cases where
the inventor is the applicant for certain desig-
nated countries and the owner or assignes is the
applicant for other designated countries, the
names and other identifying information of
both must appear under Box II. As only one
name should be listed in this box, additional ap-
plicants should be listed in the “supplemental
box” on page 3 of the Request form. All infor-
mation required in Box II should be given for
applicants named in the Supplemental Box, in-
cluding residence and nationality.
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It should be noted that at least one of the in-
ventors must be a resident or national of a PCT
Member country in order for the application to
enter the national stage in the United States of
America. This point involves two bhasic issues
which must be addressed separately. One issue
relates to the requirements for a valid designa-
tion of the United States of America. The other
issue relates to the requirements of the 1.8, na-
tional law in order for the U.S. Patent and
Trademark Office to accept the international ap-
plication for the national stage. As to the first
issue, PCT Rules 18.3 and 184 require that af
least one of the applicants for each designated
State must be a resident or pational of a mem-
ber country of the PCT Union in order for the
designation to be valid. As to the second issue,
although the designation of the United States
of America may be valid for PCT international
procedure, the international application will
not be accepted at the United States national
stage unless the applicant is the inventor (PCT
Article 27(8) and 85 U.S.C. 111 and 373).
Therefore, at least one of the inventors must be
a resident of a POT member country in order
for the international application to enter the
national stage in the United States of America.

It should be noted, however, that if the owner
or assignee is a resident or national of a PCT
member country, the owner can be the sole ap-
plicant and file an international application
designating all current PCT member countries
other than the United States of America. Any
invalid designation of States for which at least
one applicant is not a resident or national of a
Contracting State will be deleted by the Re-
ceiving Office.

1820.03 Inventor

PCT Rule 1.6 The Inventor

(&) Where Rule 4.1(2a) (v) applies, the request shall
indicate the name and address of the inventor or, if
there are several inventors, of each of them.

{b) If the applicant is the inventor, the request, in
liew of the indication under paragraph (a), shall con-
tain & statement to that effect or shall repeat the appli-
cant’s name in the space reserved for indicating the
inventor.

(¢) The request may, for different designated States,
indicate different persons as inventors where, in this
respect, the requirements of the national laws of the
designated States ave not the same. In such a casge, the
request shall contain a separate statement for each
designated State or group of States in which 4 particu-
lar person. or the same person, is £o be considered the
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inventor, or in which particular persons, or the same
persons, are to be considered the inventors.

For purposes of the designated countries, the
name and address of the inventor must be indi-
cated either in the Request or Iater at some other
point in the procedure (PCT Article 4 gl; {v),
4(4), and 22 (1) ; and PCT Rules 4.1(a) (v) and
4.6(a)). If all applicants are the inventors, the
small box indicating that “Applicant is the in-
ventor” may be checked. Otherwise, the name
and address of the inventor (s} should be placed
in Box III if any of the designated countries
require the inventor to be named on filing. Only
one inventor should be named in Box I1T; addi-
tienal inventors should be identified in the “sup-
plemental box” on page 8 of the Request form.
Names should be indicated with the family
name preceding the given name, and addresses
should be spelled out in full, including both the
zip eode and country.

1820.04 Agent or Common Repre-
sentative (if any)

POT Bule 4,7 The Agent

If agents are designated, the request shall so indi-
cate, and shail state their names and addresses.

POT Rule .8 Representation of Several Applicants Not
Having Common Agent

{a} If there is more than one applicant and the re-
quest does not refer 0 an agent representing all the
- applieants {“a common agent”), the request shall des-
ignate one of the applicants who is entitled to file an
internationat appleation according to Article 9 as their
common representative,

{b) If there is more than one applicant and the re-
quest does not refer to an agent representing all the
applicants and it does not comply with the requirement
of designating one of the applicants as provided in
paragraph (a), the applicant first named in the request
who is entitled to file an international application ac-
cording to Article 9 shall be considered the vommon
representative,

Any attorney or agent registered to practiee
before the Patent and Trademark Office may
act as an agent for the applicant in an interna-
tional application filed in the United States Re-
ceiving Office. Sub-box A of Box IV may be
checked and the Request form then becomes a
power of attorney document. In this case, all the
applicants must sign the Request form at Box
XL If all signatures will not fit in Box XTI, the
“supplemental box” on page 3 of the Kequest
may be used. When Box B is checked, all appli-
cants must sign the separate power of attorney
document and the attorney may sign the Re-
quest at Box XJ¥.
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It should be noted that under PCT there is no
provision for correspondence addresses or asso-
ciate attorneys. The first-named attorney or
agent will receive correspondence {PCT Admin-
istrative Instructions Section 108(a))}. If the
power of attorney is found to be defective, the
first-named applicant will receive any corre-
spondence,

Joint applicants may also designate one of
the applicants to be a common representative
under PCT Rule 4.8(a). If a common repre-
sentative is desired, the applicant so named
should be placed in Box IV (Administrative
Instruction Section 206).

1820.05 Designation of States [R-1]

PCT ArTICLE 43
Secking Certein Kinds of Protection

In respect of any designated or elected State whose
law provides for the grant of inventors certificates,
utility certificates, utility models, patents or certificates
of addition, inventors' certificates of addition, or utility
certificates of addition, the applicant may indicate, as
prescribed in the Regulations, that his international
application is for the grant, as far as that State is con-
cerned, of an inventor’s certificate, 4 utility certificate,
or a utility model, rather than a patent, or that it is for
the grant of a patent or certificate of addition, an in-
ventor’s certificate of addition, or a utility certificate of
addition, and the ensuing effect shall be governed by
the applicant’s choice. For the purposes of thig Article
and any Rule thereunder, Article 2(il) shall not apply.

PCT ArtroLe 44
Beeking Two Kinds of Prolection

In respect of any designated or elected State whose
law permifs an application, while being for the grant
of a patent or one of the other kinds of protection re-
ferred to in Article 43, to be also for the grant of an-
other of the said kinds of protection, the applicant
may indicate, as preseribed in the Regulations, the two
kinds of protection he ig seeking, and the ensuing effect
shall be governed by the applicant’s indications. For
the purposes of this Articte. Article 2(ii) shall not
apply.

PCOT ArricLE 45

Regional Patent Trealies

(1) Any treaty providing for the grant of regicnal
patents (“regional patent treaty”), and giving to all
persons who, according to Article 9, are entitled to file
international applications the right to file applications
for such patents, may provide that internaticnal ap-
plications designating or electing a State parfy to both
the regional patent treaty and the present Treaty may
be filed as applications for such patents,

(2) The national law of the said designated or
elected State may provide that any designation or elec-
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tion of sueh State in the international application shall
have the effect of an indication of the wish to obtain
a regional patent under the regional patent treaty.

POT Rule 4.9 Dcsz‘g%ation of Stafes

Contracting States shall be designated in the request
by their names.

* * = # * *

POT Rule 412 Choice of Certwin Kin'ds of Pfotect_ion

() If the applicant wishes hig international apph-
cation to be treated, in any designated State, as an ap-
plieation not for a patent but for the grant of any of
the other kinds of protection specified in Article 43, he
shall so indicate in the request. For the purposes of
this paragraph, Article 2(ii) shall not apply.

(b} In the case provided forin Article 44, the appli-
cant shall indicate the two kinds of protection sought,
ar, if one of two kinds of protection is prirearily sought,
he shall indicate which kind is sought primarily and
which kind is sought subsidiarily.

37 OFR 1.432 Designotion of Stotes and papment of
designation fees. (a) The names of Designated States
shall appear in the Reguest upon filing and must be in-
dicated as set forth in Section 201 of the Administra-
tive Instructions,

(b} The designation fees may be paid upon filing of
the international application, but must be paid at the
latest hefore the expiration of one year from the prior-
ity date (PCT Rule 15.4(b)). Failure to timely pay the
designation fee for a particular Designated State will
result in the withdrawal of that deslgnation (PCT Art.
14(8) (b} ). Failure to timely pay at least one designa-
tion fee will result in the withdrawal of the interna-
tional application (PCT Art. 14(3) (2)).

POT ADMINISTRATIVE InsTRUCTION Sperion 201
Names of States: Comcellation of Designations

{a) The name of any State referred to in the request
shall be indicated either by the full name of the State
or by a generally sccepted short title which, if the in-
dications are in English or French, shall be as appears
in dnner A. The receiving Office, or the International
Bureau where the receiving Office fails to do so, shall
insert, in the appropriate space provided for in the re-
quest form, the two-letter country code as appears in
Annez B (for example, where France is the third desig-
nated State in Box V of the request Form, “FR 3.
France” or “FR 8. French Republic”).

(b} The receiving Office shall cancel ex-officio the
designation of States other than Contracting States,
and inferm the appicant promptly of such action. If
the international application has already been sent
to the International Bureau and the International
Searching Authority, the receiving Office shall also
notify promptly that Bureau and that Authority. In
any event, the International Bureau shall, where the
receiving Office fails to do so, cancel ews-officio the
designation of States other than Contracting States
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and inform the applicant, the receiving Office and the =

International Searching Authority promptly of such
action.

POT ApMINISTRATIVE INSTRUCTION SECTION .202
Kind of Protection

{2) Where the applicant wishes his applieation to
be treated in any designated State as an application not
for & patent but for the grant of another kind of pro-
tection referred to in Article 43, he shall make the in-
dieation in the request referred fo in Rule 4.12(a) by
inserting the words “inventor's certificate,” “utility cer-
tificate,” “utility model,” “patent of addition,” “certifi-
cate of addition,” “inventor's certificate of addition
or “utility certificate of addition,” or {heir equivalent
in the language of the international application, im-
mediately after the indieation of the said State.

(b) Where the applicant is seeking two kinds of
protection under Article 44, he shall make the indica-
tion in the request referred to in Rule 4£12(h) by in-
serting, immediately after the indication of the said
State and in the language of the international applica-
tion, either.

{i) any two of the following ferms conneeted by
the word “and”: “patent,” “inventor's certificate,”
“uiflity certificate,” *utility model,” ‘‘patent of ad-
dition,” “certificate of addition,” “inventor's cer-
tificate of addition,” “utility certificate of addition;”
or

{ii) any two of the terms indicated in (i) above,
one of them preceded by the word “primarily” and
the other by the word “subsidiarily.”

PCT ADMINISTRATIVE INSTRUCTION SgorioN 208
Regional Patenis

(1) Wkere the applicant wishes to obtain a regional
patent in respect of any designated State, ke shall, sub-
ject to paragraphs (2) and (3), make the indication in
the request referred to in Rule 4.1(3) (iv) Dy inserting
the words “regional patent,” or their equivaleni in the
tanguage of the international application, immediately
after the indication of the said State or, where an indi-
cation has been made under Section 202, affer that
indication, provided that:

{i) where Article 4(1) (i1}, third clause applies,
and not all the States party fo the regional treaty
have heen designated, the international application
ghall be treated as if all those States had been des-
ignated and as if the desighations of all such States
contained the said words, whether the said designa-
tions contained an indication of the wish to obtain
a regional patent or, according to Article 4(1) (ii),
fourth clause, are to be treated as containing such
indication;

(i) where the national law of any designated
State contains a provision as referred to in Article
45(2), the International Bureau shall, according to
Articie 4(1) (i1}, fourth elanse, treat the designation
as if it contained the said words even where the
applicant failed to indieate them,

t 4
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{2) The appiieant may, instead of the words “re-
gional patent” referred fo in paragraph (1), use other
words to the same effect; such words may include a
reference to & patent to be granted by the Buropean
Patent Office under the Convention on the Grant of
Huropean Patents done at Munich on October §, 1973
(“Huropean patent”), where the regional patent whick
the applicant wishes to obtain is a Huropean patent,

(3) An indication, in respect of the designation of
Liechtenstein or Switzerland, or both, of the wish to
obtain a regiomal patent shall be taken as indicating
& wish to obtain a European patent in respect of those
Btates, whereas the absence of any indication of the
wish to obtain a regional patent in respect of guch a
designation shall be taken as indicating a wish fo obtain
a patent granted by the Swiss Intellectual Property
Office in respect of those States.

1820.05
PCT ApMINISTRATIVE INSTRUCTION SEction 208bis

National end Regional Potents

Where the request of the international applieation
containg a designation of a Contracting State without
an indication of the wish fo obtain a regional patent
and also o designation of the same Confracting State
with an indication of the wish to obtain & regional
patent and the national law of the Contracting State
does net contain a provision referred to in Article
45(2), the receiving Office shall caleulate the designa-
tion fees on the basis that a separate fee is payable in
respeet of the designation of the Contracting State
in addition to the designation fee payable in respect
of that Contracting State ag a Contracting State or as
one of a group of Coniracting States for which a
regional patent is sought.

Lisr or POT MzmsEr StaTes

State Ratifieation or Accession Date of Ratification Dute From Which Stete
or Accession Muy Be Designated

(1) Central African Empire® Accession 15 September 1971 01 June 1978

(2} Senegal* Ratification 08 March 1972 01 June 1978

(8) Madagascar Ratification 27 March 1972 01 June 1978

(4) Malawi Accession 16 May 1972 01 June 1978

(5) Camercon* Accession 15 March 1973 01 June 1978

(8) Chad* Accession 12 February 1974 01 June 1978

(7) Togo* Ratification 28 January 1975 01 June 1978

(8) Gabon* Accession 06 March 1975 01 June 1978

(9} United States of America Ratification 26 November 1975 01 June 1978
(10) Germany, Federal Republic of** Ratification 19 July 1976 61 June 1978
(11) Congo* Accession 08 August 1977 01 June 1978
(12) Bwitzerland®** Ratification 14 September 1977 01 June 1978
(18) United Kingdom** Ratification 24 October 1977 01 June 1978
(14) France®* Ratification 25 November 1977 01 June 1978
(15) SBoviet Union Ratification 29 December 1977 01 June 1978
(16) Brazil Ratification 09 January 1978 01 June 1978
(17) Luxembourg®* Ratification 31 January 1978 01 June 1978
(18) Sweden®=* Ratification 17 February 1878 01 June 1978
(19) Japan Ratification 01 July 1978 01 October 1978
(20) Denmark Ratification 01 September 1978 01 December 1078
(21) Austria** Ratifieation 23 January 1979 23 April 1979
(22) Monaco Ratification 22 March 1979 22 June 1979
(23) Netherlands®* Ratification 10 April 1979 10 July 1579
(24) Romania Accession 23 April 1979 23 July 1979
(25) Norway Ratification 01 October 1979 01 January 1980
(26) Liechtenstein®* Accession 19 December 1979 19 March 1980
{27) Australia Accession 31 Decemnber 1979 31 March 1980
(28) Hungary Ratifieation 27 March 1980

*Members of African Intellectual Property Organization (QAPI

27 Fune 1980

} regional patent system. Only regional patent protection is available for OAPI

member states, A designation of any state is an indication that all QAPI states have been designated. Note: only one desigration fee is due regardless

of the number of OAPI member states designated,

**Members of Europesn Potent Convention (EPC} regionai patent system. Either national patents or European patents for member States are

available through PCT, except for France, for which only European patents are available if PG is

States, the indication “regional patent’
protection is sought for several States.

All designated States must be named in the
Request for filing. It is not possible to add desig-
nations of countries to an international appli-
cation after it is filed. Only those countries for

451

used. If regional protection is desired for one or more

must follow the designation of the State or States. Note: only one designation fee is due if the regional patent

which the PCT has come into effect at the time
the international application is filed may be
designated, The Request form, as filed, must
contain the names of all designated countries
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in which protection is desired (PCT Axrticle
4(1) (ii}, PCT Rules 4.1(a) (iv), and 4.9, and
37 CFR 1.432. However, since the designation
fees are not required until one year after the pri-
ority date, or if no priority is claimed the actual
international application date (PCT Rule 15.4
(b)), applicants may initially designate all
PCT countries in which they may have an in-
terest and later only pay designation fees for
those countries in which patent protection is
seriously desired. Any designated country for
which a designation fee is not timely paid is con-
sidered withdrawn (PCT Rule 15.5).

States must be designated in Box V by their
official names or accepted short titles (Adminis-
trative Instructions Section 201), The official
names and short titles appear in Annex A of
the PCT Administrative Instructions. An indi-
cation of the applicant’s desire {(1f any) to ob-
tain a regional (rather than a national) patent
where in respect of the designated State such
a choice is available must be clearly expressed
in Box V. In order to indicate that EPC re-
glonal protection is desired for certain States,
the words “Regional Patent” must be placed
after the name of the designated State in
Box V, e.g., “United Kingdom, Regional Pat-
ent”, (PCT Administrative Instructions, Sec-
tion 208). A choice between a national patent
and a regional patent is available for States that
are members of both the PCT and a regional
patent convention. In the case of the EPC, re-
gional or national protection is available for
Austria, the Federal Republic of Germany,
Luxembourg, The Netherlands, Sweden, Switz-
erland, Liechtenstein, or the United Kingdom.
However, where France is designated, the ap-
plication will be treated as an application for a
European patent with effect for France.

Belgium and Italy, although members of the
EPC, cannot, be designated in a PCT inter-

national! application since they have not yet

notified the PCT.

It should be noted that Article 1 of the French
national law No. 77-682, of June 50, 1977 states
that only EPC regional patent protection is
available for France if PCT is used. The
English translation of this law, prepared by
the Imternational Bureau, reads as follows:

“Art. 1—Where an international application
for the protection of an invention made pur-
suant to the Patent Cooperation treaty done at
Washington on June 19, 1970, contains the
designation or election of France, the said ap-
plication shall have the effect of an application
for a European Patent as governed by the pro-
visions of the Convention of the Grant of Euro-
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pean Patents done at Munich on October 5.
1973.” The United States Receiving Office will
treat the designation of France as the wish to
obtain EPC regional patent protection for
France, even if the indication “Regional Pat-
ent” is missing (PCT Administrative Instruc-
tions, Section 203). However, if the European
Patent Office is not yet examining the subject
matter to which the invention relates, the ap-
plicant will be permitted to convert the Euro-
pean application to a French national applica-
tion once the national (regional) phase before
the Eurcpean Patent Office has begun.

The designation of any State is treated as an
expression of the wish to obtain a patent in the
designated State. However, if the applicant
wishes his international apphication to be treated
in any designated States (whose national law
knows that kind of protection) as an applica-
tion not for a patent but for an inventor’s cer-
tificate, a utility certificate, a utility model, a
patent of addition, a certificate of addition, an
inventor’s certificate of addition or a utility cer-
tificate of addition, he must indicate his desire
in Box V of the Request by indicating the kind
of protection immediately after the indication
of the State (Administrative Instruction Sec-
tion 202 (a)), and his application will be dealt
with accordingly in that State (PCT Anxticles
4.1(b) (iil) and 4.12). Annex F indicates, in re-
speet of each Contracting State, the kinds of
protection available. _

The applicant may, in respect of any desig-
nated State (whose national law knows the
kinds of protection involved and admits the
possibility of secking two kinds of protection),
mention in the Request two kinds of protection
(Box V), together with an indication of the one
he prefers, and his application will be dealt with
accordingly in that State (PCT Article 44 and
PCT Rule 4.12(b)). Annex I indicates, in re-
spect of each Contracting State, whether his
possibility is available,

The indication of the type of protection
desired is placed directly after the name of the
State, e.g., “Federal Republic of Germany, pat-
ent and utility model” (PCT Administrative In-
structions, Section 202(b)). Where a title
( patent, certificate, inventor’s certificate, utility
certificate) of addition, is sought, or where the
applicant wishes the international application
to be treated in any designated State as an ap-
plication for a continuation or a continuation-
in-part, the fact must be indicated together with
the parent application (PCT Rules 4.(b) (v),
4.13 and 4.14). This indication is placed in Box
VII. See § 1820.07,
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1820.06 Priority
PCT Artrcie 8

Olaiming Priority

(1) The international application may contain a
declaration, as preseribed in the Regulations, claiming
the prority of one or more earlier applications filed in
or for any country pariy to the Paris Convention for
the Protection of Industrial Property.

(2) (a) SBubject to the provisions of subparagraph
{b), the conditiony for, and the effect of, any priority
claim declared under paragraph (1) shall be as pro-
vided in Axticle 4 of the Stockholm Act of the Paris
Convention for the Protection of Industrial Property.

(b) The international application for which the
priority of one or more earlier applications filed in or
for a Contracting State is claimed may cortain the
designation of that State. Where, in the international
application, the priority of one or more mwational ap-
plications filed in or for a designated State is claimed, or
where the priority of an international application hav-
ing designated only one State is claimed, the conditions
for, and the effect of, the priority claim in that State
shall be governed by the national law of that State.

432.1

1820.06

POT Rule 410 Priority Olaim

(a) The declaration referred to in Artiele 8(1}) shall
be made in the request; it shall consist of a statement
to the effeet that the priority of an earlier application
is claimed and shall indjeate:

(i) when the earlier application is not a reglonal
or an international application, the country in which
it was filed; when the earlier application iz a regional
or an international application, the country or coun-
tries for which it was filed,

(it} the date on which it was filed,

(i) the number under which it was filed, and

(iv} when the earlier application is a regional or
an international application, the nationsl Office or
intergovernmental organization with which it was
filed.

(b) If the request does not indieate hoth

{i} when the earlier application is not a regiomal
or an infernational application, the country in which
it was filed; when the earlier application is a re-
gional or an international applieation, at least one
country for which it was filed, and

(ii) the date on which it was filed,
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the priority claim shall, for the purposes of the proce-
dure under the Treaty, be considered not to bave been
made.

(¢) If the applieation number of the earlier appli-
cafion is not indicated in the reguest but is furnished
by the applicant to the International Bureau prior to
the expiration of the 16th month from the priority
date, it shall be considered by all designated States
to have been furnished in time, If it ig furnished affer
theé expiration of that time limit, the International
‘Bureau shall inform the applicant and the designated
Office of the date on which the said number was fur-
nished to it. The International Buresu shall indicate
that date in the international publication of the inter-
national application, or, if at the time of the inter-
national publication, the said number has not been
furnished to it, shall indicate that fact in the inter-
national publication.

{d} If the filing date of the earlier application as
indicated in the request does not fall within the period
of one year preceding the international filing date,
the receiving Office, or, if the receiving Office has
failed to do so, the International Bureau, shall invife
the applicant to ask either for the cancellation of the
declaration made under Article 8({1) or, if the date
of the earlier application was indicated erroneously,
for the correction of the date so indicated.

If the applicant failg to act accordingly within 1
month from the date of the invitation, the declaration
made under Article 8(1) shall be cancelled ex officio.
The receiving Office effecting the correction or ¢ancella-
tion shall notify the applicant aeccordingly and, if
coples of the international application have already
been sent to the International Bureau and the Inter-
national Searching Authority, that Bureau and that
Awthority. If the correction or cancellation is effected
by the International Bureau, the latter shall notify the
applicant and the International Searching Auathority
aceordingly.

(e) Where the priorities of several earlier applica-
tions are claimed, the provisions of paragraphs (a} fo
{d) shall apply to each of them,

POT Rune 32BIS
Withdrawal of the Priority Claim
Rule 32bis, 1 Withdrawals

(2) The applicant may withdraw the priorify claim
made in the Internatiomal application under Article
8{1) at any time before the international publeation
of the international application.

(b) Where the international application containg
more than one priority claim, the applicant may exer-
cise the Tight provided for in paragraph (a) in respect
of one or more or all of them.

{¢) Where the withdrawal of the priority claim, or
in the case of more than one such claim, the with-
drawal of any of them, causes a change in the priority
date of the internmational application, any time limit
which is computed from the original priority date and
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which has not already expired shall be computed from
the priority date resulting from that change. In the
cage of the time Hmit of 18 months referred to in
Article 21{2) (a), the International Bureau may never-
theless proceed with the international publieation on
the basis of the said time limit as computed from the
original priority date if the withdrawal is effected dur-
ing the period of 15 days preceding the expiration of
that time limit.

(4) For any withdrawal under paragraph (a), the
provigions of Rule 82.1(c) and (d) and Raule T4bisl
shall apply muietis muiandis.

PCT ADMINISTRATIVE INSTRUCTION Secrion 302

Notification of Priority Claim Considered Not To Hove
Been Made

‘Where, owing to failure to meet the reguirements of
Rule 4.10(b}, the priority claim is, for the purposes of
procedure uwnder the Treaty, considered not £o have
been made, the receiving Office shall indicate that fact
in the internatiomal application by marking over the
box in the request Form which provides for the in-
formation concerning the priority claim, the words
“NOT TO BE QONSIDERED FOR PCT PROCE-
DURE" or its equivalent in the language of the interna-
tional application. The receiving Office shall notify the
applicant accordingly. If copies of the international
application have already been sent to the International
Bureau aud the International Searching Authority,
the receiving Office shall also notify that Bureau and
that Authority.

SecTIoN 814

Manner of Indicating Correction of the Priority Dote
or Concellation of the Priority Clgim

(a2} Where, under Rule 4.10(d), the applicant cor-
rects the erroneously indicated filing date of any earlier
application, the receiving Office shall enfer the cor-
rected date in the request and draw a line through the
previously entered date while still leaving it legible.

(b} Where, under Rule 4.10(d), the receiving Office
cancels the declaration made under Articie 8({1), that
Office shall mark over the gaid declaration the words
“CANCELLED ON REQUEST OF APPLICANT”
or “CANCELLED EX OFFICIO BY RO,” or their
equivalent in the language of the international appli-
cation, as the case may be.

Smcrion 402
Notification of Correction of the Priority Dale
or Oencellation of the Priorily Claim

Where, under Rule 4.10(d), the correction of the
priority date or the cancellation of the priority claim
ig effected by the International Bureau, the manner of
indicating the correction or cancellation set forth in
Section 314 shall apply matetis mutendis. The receiv-
ing Office, in addition to the applicant and the Inter-
national Searching Authority, shall be notified
accordingly by the International Bureai.
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Smorron 408
Priority Application Number

(2} If the application number of the earlier appli-
cation referred to in Rule 4.10(¢) {priority application
number) is furnished to the International Bureawm
within the prescribed time limit, that Bureau shall
enter the said number in the space provided therefor
in the request Form.

{(b) If the priority application number is furnished
after the expiration of the prescribed time limit, the
International Bureau shall indicate, in the interna-
tional publication, the date on which the said number
was furnished, by including on the front page of the
pamphlet next to the priority application nurber the
words “PFURNISHED LATE ON ... (date),” and
their equivalent in the language of the international
application, provided that language is French, German,
Japanese or Russian.

(¢) If the priovity application number has not been
furnished at the time of the international publication,
the International Bureau ghall indicate that fact by
including on the front page of the pamphlet in the
space provided for the priority application number the
words “NOT PURNISHED AT TIME OF THIS
PUBLICATION,” and their equivalent in the language
of the internationsl application, provided that language
is French, German, Japanese or Russian.

Secrron 409

Notification of Priovity Claim Considered not to have
been Made

Where the International Bureau notes that the re-
ceiving Office has failed to notify the applicant as
provided in Section 302, it shall send a notification to
the same effect to the applicant, the receiving Office and
the International Searching Authovity.

37 U.B.0C. 365 Right of priority; benefit of the filing
dete of o prior application. (a) In accordance with the
conditions and requirements of gection 119 of this title,
# national applieation shall be entitled to the right of
priority based on a prior filed international application
which designated at least one country other than the
United States.

{b) In accordance with the conditions and require-
ment of the first paragraph of section 119 of this title
and the treaty and the Regulations, an international
application designating the United States shall be en-
sitled fo the right of priority based on a prior foreign
application, or & prior international application desig-
nating at least one country other than the United
States.

(e} In accordance with the conditions and require-
menis of section 120 of this title, an international
application designating the United States shail be
entitled to the benefit of the filing date of 4 prior na-
tional application or a prior international application
designating the United States, and 2 national applica-
tion shall be entiiled to the benefit of the filing date
of @& prior international application desighating the
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United States, If any claim for the benefit of an earlier
filing date is based on a prior international application
which designated but did not originate in the United
States, the Commissioner may require the filing in the
Patent Office of & certified copy of such application to-
gether with a translation thereof into the English
langunage, if it was filed in another language.

An applicant who claims the priority of one
or more earlier national or international appli-
cations for the same invention must indicafe, in
the Request at the time of filing the interna-
tional application, the country in or for which
the application was filed, the date on which it
wag filed, and its application number. (PCT
Article 8 and PCT Rule 4.10) When the earlier
application is a regional or an international ap-
plication, the a,pp%icant must also indicate the
national Office or intergovernmental organiza-
tion with which it was filed. If the number can-
not he indicated in the Request at the time of
filing of the international application, it must
be furnished to the International Bureau at the
latest by the expiration of sixteen months from
the priority date.

If the applicant files a copy of the priority
document, certified by the county or authority
with which it was originally filed, at the time of
filing the international application in the T.5.
Patent and Tradewark Office as a Receivin
Office, the priority document will be includeg
as part of the “Record Copy” of the interna-
tional application and forwarded therewith to
the International Bureau before the expiration
of thirteen months from the priority date (PCT
Rules 17 and 22). Also, under 37 CFR 1451,
upon filing the international application, the
applicant may request the U.S. Patent and
Trademark Office to prepare a copy of the U.S.
national application whose priority is claimed
and the United States Recelving Office will
forward the copy to the International Bureau.
If, however, the certified copy of the priority
document is not submitted to the Receiving Of-
fice at the time of filing the international appli-
cation or if no request under 37 CFR 1451 is
received upon filing, the applicant himself must
submit a certified copy of the priority document
to the International Bureaun not later than six-
teen months after the priority date. Otherwise,
any designated State may disregard the claim
for priority.

The applicant may withdraw any priority
claim made in the international application
until the international publication of the in-
ternational application {PCT Rule 3234s). The
signed notice containing the withdrawal of any
priority claim causes a change in the priority
date of the infernational application (for the
definition of “priority date,” see PCT Article
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9(xi) ), any time limit which is computed from
the original priority date and which has not
yet expired—for example, the time limit before
which processing in the national phase cannot
start—is computed from the priority date re-
sulting from the said change. Further details
are provided in PCT Rule 32bis. )

The date of the filing of the priority applica-
tion should be given by indicating the number
of the day by two digits, the name of the month
spelled out in full and the number of the year
in four digits, for example, 05 October 1978
(PCT Administratizs Tnstruction, Section
110). The name of the country of filing should
be either the official name or accepted short
title listed in Annex A of the PCT Administra-
tive Instructions. 85 U.S.C. 865 provides for
recognition of priority claims in international
applications.

1820.07 Parent Application or Grant

POT Rule §.18 Identification of Parent Application or
Parent Grant

If the applicant wishes his international application
to be treated, in any designated State, as an appica-
tion for a patent or certificate of addition, inventor's
certificate of addition, or utility certificate of addi-
tion, he shall identify the parent application or the
parent patent, parent inventor’s certificate, or parent

utility certificate to which the patent or certificate of

addition, inventor's certificate of addition, or utiity
certificate of addition, if granted, relates, Tor the
purposes of this paragraph, Article 2(ii} shall not
apply.

POT Rule j14 Continuetion or Continugtion-in-Purt

If the appiicant wishes his international application
to be ireated, in any designated State, as an applica-
tion for a continuation or a continuation-in-part of an
earlier application, he shall so indicate in the request
and shall identify the parent applcation involved.

Box VII may be used where the applicant
has an earlier application in a country desig-
nated in the international application and
where special title or treatment of the inter-
national application is desired. For example, if
the applicant has a pending Unifed States ap-
plication, the international application could
contain additional subject matter and be
treated as a continuation-in-part in the United
States, if the United States is designated in the
international application (PCT Rule 4.14). In
this example, the entries to be placed in Box
VIT would be as follows: “United States; con-
tinuation-in-part; TU.S.S.N. 999,999, Pipe
Clamp; 07 February 1978”.
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1820.08 Earlier International or Inter-
national-Type Search

The United States Patent and Trademark
Office performs an international-type search on
all U.S. national applications filed on and after
June 1, 1978, No specific request by the ap-
plicant is required and no number identifying
the international-type search is assigned by the
Office. All earlier U.S. applications referred
to in Box VI for priority purposes as well as
all U.S. applications referred to in separate
transmittal letters will be considered by the
105%3 for fee refund purposes under 37 CFR

Box VIII should be used only to identify
related international applications and U.S.
jrllg,’izuéonal applications filed on and after June 1,

1820.09 Diffevent Applicants for Dif-
ferent Designated States

In any international application, different
applicants may be indicated for different desig-
nated States. This possibility is of great prac-
tical importance since, for the purposes of the
United States of America, the applicant must
be the inventor, whereas, for the purposes of
the other countries currently members of the
Treaty, no such requirement exists (PCT Ar-
ticle 9(8), PCT Rules 4.6(c) and 18.4 and 385
U.S.C. 373). Where there are several applicants,
at least one of them must qualify to file an inter-
national application for each designated State
(PCT Rules18.3,18.4 (a) and (b) ).

If it is desired that different applicants be
indicated for different designated countries, for
example, in an application designating the
United States, Sweden and Switzerland, for the
purposes of the United States, the inventor must
be the applicant. If the invention has been as-
signed, the assignee may wish to be the appli-
cant for Sweden and Switzerland. If in this
example, “A” is the assignee and “B” is the
inventor, “A” and “B” must both be indicated
as applicants, one in Box II and the other in
in the “supplemental box” on page 3 of the Re-
quest form. A check mark should be placed in
the small box following the phrase “additional
information is contained in supplemental box.”
The information placed in the supplemental box
should be clearly labeled “YI (Applicant} “B”
as the inventor would also be named in Box I1I
of the Request. Box IX, on page 2 of the Re-
quest, is then used to identify different apph-
cants for different designated countries. In Box
IX, “B” would be indicated as the applicant
for the United States of America and “A”



1820.10-

would be indicated as the applicant for Sweden
and Switzerland. It should be noted that both
“A” and “B” must also sign the Request form
or a powser of attorney if the Request is signed
by an attorney or agent.

The names of all applicants indicated in
Box IT must be placed in Box IX opposite the
names of the designated States for which they
are to be considered as applicants. The names
of applicants should be placed in the order,
family name first. The names of States should
be the full official titles or the accepted short
titles as listed in Annex A to the PCT Adminis-
trative Instructions.

1820.10 Different Inventors for Dif-
ferent Designated States

Where, because of the provisions of the na-
tional law in the different designated States, it
is necessary to indicate different inventors for
different designated States, such information
should be placed in Box X (PCT Rule, 4.6(c)).
Names of inventors should be indicated family
name first. The States should be named by offi-
cial titles or accepted short titles as listed in An-
nex A to the PCT Administrative Instructions.

1820.11 Signature of Applicant

PCT Rule }.15 Signature
‘The request shall be signed by the applicant.

The Request form of an international appli-
cation must be signed either by «/ the applicants
(PCT Rule 4.15) or the attorney or agent of
all the applicants. In the later case, a power
of attorney signed by all applicants is filed with
the international application in the Receiving
Office (PCT Rule 2.1). The supplemental box
may be used if Box X1 has insufficient room for
all signatures.

1820._12 Cheek List

SecrToNn 313

Manner of Making the Necessary Annotations in the
Check Lisi

Where, uuder Rule 3.3(1), the receiving Office itself
fills in the check list, that Office shall mark, next to
such check list, the words “FILLED IN BY RO” or
their equivalent in the language of the international
application. Where only some of the indicationg are
filled in by the recelving Office, the said words and
each indication filled in by that Office shall be identified
by an asterigk,

Part A—When caleulating the list of pages,
the Notes to the Request and the fee caleulation
sheet, form PCT/RO/101 Annex are not
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counted. Any supplemental sheet used for con-
tinuing material, however, is counted.

Part B—Items which accompany the inter-
tional application should be identified in this
portion. If transmittal form PTO-1382 is used,
it should be referred to as “transmittal letter”
under item 8 in Box X1I, B.

Part 0—The figure of drawing which apph-
cant considers to best illustrate the invenfion
should be identified in Box XII, C for publica-
tion in the Gazette and on the front page of the
pamphlet. The figure selection will be reviewed
by the International Searching Authority.
When the internationalapplication contains
only one figure which the applicant wishes to
have published, the word “sole” should be typed
in the space.

Port D-—Part 1 is to be filled in by the Re-
ceiving Office only to indicate whether drawings
are missing upon filing. (PCT Administrative
Instructions, Section 810(a).)

Assienmunwr Document

An assignment document, or a copy thereof,
may be filed wtih the International application.
The Check List of the Request form, Box X117,
Item B.T, should be marked to indicate that
an assignment document has accompanied the
International application on filing. (PCT Rule
3.8(ii) } The assignment document will be trans-
mitted with the Record Copy of the application
to the International Burean.

It should be noted that T.S. Patent and
Trademark Office records assignments only for
International applications in which the United
States is named as a designated State. (37 CFR
1.331).

The assignment instrument for an Interna-
tional application must include the indication

. that the application to which it relates is an in-

ternational application designating the United
States. The assignment instrument and the pre-
scribed fee for recording (87 CFR 1.21) may
be filed together with the International appli-
cation. The Receiving Office will route the in-
strument and fee to the appropriate organiza-
tions for recording. Assignment instruments for
International applications in which the United
States is not designated will be returned.

1823 The Description
PCT ARTICLE 5
The Description

The description shail discloge the invention in & man-
ner sufficiently clear and complete for the invention fo
be carried out by a person skilled in the art.

:/ AY
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POT Ruie b
The Description

5.1 Manner of the Description

(a) The description shall first state the title of the
invention as appearing in the request and shall:

(i) specify the technical field to which the inven-
tion relates;

{ii) indicate the background art which, as far as
known to the applicant, can be regarded as useful
for the understanding, searching and examination of
the invention, and preferably, cite the documents
reflecting sach art;

(iil) disclose the invention, ag claimed, in such
terms that the technical problem (even if not es-
presgly stated ag such) and its solution can be under-
stood, and state the advantageous effects, if any, of
the invention with reference to the background art;

(iv) briefly Gescribe the figures in the drawings, if
any;

(v} set forth at least the best mode contemplated
by the applicant for carrying out the invention
claimed; this shall be done in terms of examples,
where appropriate, and with reference to the draw-
ings, if any ; where the national law of the designated
State does not require the deseription of the best mode
put is satisfied with the description of any mode
{whether it is the best contemplated or not), failure
to describe the best mode contemplated shall have no
effect in that State;

(vi) indicate explicitly, when it is not obyious from
the description or nature of the invention, the way
in which the invention is capable of exploitation in
industry and the way in which it ean be made and
used, or, if it can only he used, the way in whieh it
ean he used ; the term “industry” is to be understood
in ite broadest sense ag in the Paris Convention for
the Protection of Industrial Property.

(b) The manner and order specified in paragraph (a)
shall be followed except when, because of the nature
of the invention, a different manner or a different order
would result in a better understanding and a more
economie presentation.

(¢) Subject to the provisions of paragraph (b}, each
of the parts referred to in paragraph (a}) shall pref-
erably be preceded by an appropriate heading as sug-
gested in the Administrative Instructions.

g1 OFR 1.435 The desoription. (a) Requirements as
to the eontent and form of the deseription are set forth
in POT Rules 5, % 10 and 11 and Administrative In-
struction 204, and shall be adbered to.

(b) In internationsl applications designating the
TUnited States the description must eontain upon fling
an indication of the best mode contemplated by the
inventor for carrying out the claimed invention.

437

1824

POT APMINISTRATIVE I[NSTRUCTION Szorion 204
Headings of the Paris of the Description

The headings referred to Rule 5.1(¢) should be as
follows :

(i) for matter referred to in Rule 51(a) (i),
“Technical Field;”

(ii) for matter veferred to in Rule 5.1(a) (ii),
“Background Art;”

(iii) for matter referred to in Rule 5.1{e) (iii),
“Digelogure of Invention;”

(iv) for matter referred to in Rule Bl(a) (iv),
“Brief Deseription of Drawings:”

(v} for matter referred to in Rule 51(a)({v),
«Best Mode for Carrying Out the Invention;”

(vi) for matter referred to in Rule 5.3 (a) (vi),
“ITndustrial Applicability.”

The description must “disclose the invention
in a manner sufficiently clear and complete for
the invention to be carried out by a person
gkilled in the art” (PCT Article 5). PCT Rule
5 contains detailed requirements as to the “man-
ner and order” of the description, which, gen-
erally, should consist of six parts under the fol-
lowing headings: “Technical Field,” “Back-
ground Art,” “Disclosure of Invention,” “Brief
Deseription of Drawings,” “Best Mode of Car-
rying Out the Invention,” “Industrial Applica-
bility.” (PCT Administrative Instruction Sec-
tion 204}. The description must begin with the
title of the invention as stated in Box I of the
Request. (PCT Rule 5.) Every fifth line of typ-
ing may be numbered along the left hand side
but not in the margin. (PCT Rule 11.8.) The
page numbers must be placed at the top of the
page but not in the top margin. (PCT Rule 11.6
(e).) If the United States of America i desig-
nated, the best mode contemplated by the in-
ventor for carrying out the invention must be
included in the description (87 CFR 1.485).

1824 The Claims
PCT ArTicLE §
The Cluims

The claim or claims shall define the matter for which
protection is sought. Claims shall be clear gnd con-
cise. They shall be fully supporied by the description.

PCT Ruir 6
The Claims

6.1 Number and Numbering of Claims
(#} The number of the claims shall be reagonable in
consideration of the nature of the invention claimed.
(b) If there are several c¢taims, they shall be num-
bered consecutively in arabie numerals.
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(¢) The method of numbering in the case of the
amendment of claims shall be goversed by the Admin-
istrative Instructions.

6.2 References to Other Parts of the Internotional Ap-
plication

{a) Claims shall not, except where absolutely neces-
sary, rely, in respect of the technical features of the
invention, on references {o the description or drawings,
In particular, they shall not rely on such references
as: “as described in part . . . of the deseription,” or
“gaq illustrated in Aigure . . . of the drawings.”

POT ApMINISTRATIVE INSTRUCTIONS SEOTION 205
Numbering of Cleims upon Amendment

{a) Any claim submitted after the filing date of the
international application and which is not idemtical
with the claims previously appearing in the interna-
tional application shall, at the choice of the applicant,
be submitted either:

{i) as an amended claim, in which case, it shall
hear the same number as the previous eclaim it
amends; that number shall be followed by the word
“(amended)” or its equivalent in the language of
the international application; or

(ii} asa new claim, in which eage, it shall bear the
next number after the highest previously numbered
claim ; that namber shall be followed by the word
“(new)” or its equivalent in the language of the in-
ternational applieation.

(b) The deletion of any claim previcusly appearing
in the international application shall be made by in-
dieating the number of the previous claim followed by
the word “(ecancelled}” or its equivalent in the lan-
guage of the international application.

37 CFR 1,436 T'he claims. The requirements as {o the
content and format of elaims are set forth in PCT
Art, 6 and PCT Rules 6, 9, 10 ard 11 and shall be ad-
hered to. The number of the claims shall be reasonable,
congidering the nature of the invention clalmed.

The claim or olaims must “define the matter
for which protection is sought. Claims shall be
clear and concise. They shall be fully supported
by the description” (PCT Article 8). PCT
Rule 6 contains detailed requirements as to the
number and numbering of claims, the extent to
which any claim may refer to other parts of the
international application, the manner of claim-
ing and dependent claims, As to the manner of
claiming, generally and wherever appropriate,
the claims must consist of two distinet parts,
the statement of the prior art and the statement
of the features for which protection is sought
{*the characterizing portion”).

Multiple dependent claims are permitted in
international applications if they are in the al-
ternative only and do not serve as a basis for
any other multiple dependent claim (PCT Rule
6.4(2), 35 U.S.C. 112). The claims, being an
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element of the application, should start on a
new page (POT Rule 11.4). Page numbers and
line numbers must not be placed in the margins
(PCT Rule 11.6(e)).

The number of claims shall be reasonable,
considering the nature of the invention ¢laimed
(37 CFR 1.436).

1825 The Drawings

POT Amricie 7
The Drawings

(1) Subject to the provisions of paragraph (2) (ii),
drawings shall be required when they are necessary for
the understanding of the invention.

(2) Where, without being necessary for the under-
standing of the invention, the nature of the invention
admits of illustration by drawings :

(1) the applicant may inelude such drawings in the
international application when filed.

{H) any designated Office may require that the
applicant file such drawings with it within the pre-
seribed time Hmit. -

POT Rure 7
The Drewings

1.1 Flow Sheets and Diagrams

Flow sheets and diagrams are considersd drawings.
7.2 Time Limit

The time limit referred to in Article T(2) (i) shall
be reasonable under the cireurnstances of the case and
ghall, in no case, be shorter than 2 moenths from the
date of the written invitation requiring the filing of

drawings or additional drawings under the said pro-
vision.

POT ApMINISTRATIVE INSTRUCTION SEeTIon 310
Provedure in the Oase of Missing Drawings

{a) Where the international application refers to
drawings which in fact are not included in that appli-
cation, the receiving Office shall make the indication
referred to in Rule 26.6(¢) by an appropriate marking
of the reguest Form.,

(b) Section 309{(e) shall apply alse in the case of
drawings received by the receiving Office on a date
later than the date on which sheets were first recelved
by that Office.

(¢) The reeeiving Office shall, in the cage of migging
drawings recelved within the time limit referred to
in Rule 20.2(¢) (iii) :

(1) effect the required correction of the interna-
tional filing date, or, where no international filing
date has yel been accorded, of the date of receipt of
the purported international application, and delefe
the indication made under paragraph (a) above;
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{i1) notify the applicant of the eorrection effected
under item (1), above;

(iti) where transmittals under Article 12(1) have
already been made, notify the International Bureau
and the International Searching Authority of any
correction effected under item (i), above, by {rans-
mitting a copy of the corrected first page of the re-
quest, and forward copies of the later submitted
drawings to the said Bureau and the said Authority ;

(iv) where transmittals under Article 12(1) have
not yet been made, attach a copy of the later sub-
mitted drawings to the record copy and the search
CoDy.

(d) The receiving Office shall, in the case of missing
drawings received after the expiration of the time limit
referred to in Rule 20.2(e) (iii) :

(i) notify the applicant of the fact and of the date
of receipt of the later submitted drawings;

(ii) where transmittals under Article 12(1) have
already been made, forward a copy of the lafer
submitted drawings to the International Bureau
with the indication that such drawingg and any
reference to such drawings are not to be taken into
consideration for the purposes of international
processing;

¢(iii) where transmittals under Article 12(1) have
not yet been made, attach a copy of the later sub-
mitted drawings to the record copy with the indica-
tion that such drawings and any reference to such
drawings are not to be taken into consideration for
the purposes of international processing.

37 OFR 1.487 The drawings. (a) Subject to para-
graph (b) of thig section, when drawings are necessary
for the understanding of the invention, or are men-
tioned in the description, they must be part of an in-
ternational applieation as originally filed in the United
States Receiving Office in order to maintain the inter-
national filing date during the national stage (PCT
Art. T},

(b)Y Drawings missing from the application upon fil-
ing will be aceepted if such drawings are received
within 30 days of the date of firgt receipt of the incom-
plete papers. If the missing drawinggs are received
within the 80-day period, the international filing date
ghall be the date on which such drawings are received.
If such drawings are not timely received, all references
to drawings in the international application shall be
considered non-existent (POT Art. 14(2), Administra-
tive Instruction 310).

{¢) The physical requirements for drawings are set
forth in POT Rule 11 and shall be adhered to.

Any international application must contain
drawings “when they are necessary for the un-
derstanding of the invention” (PCT Article
7(1), 87 CFR 1437)). However, even where,
without being necessary for the understanding
of the invention, the nature of the invention ad-
mits of illustration by drawings, the applicant
may include such drawings and any designated
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Office may Tequire the applicant to file such
drawings during the national (or regional)
phase. Flow sheets and diagrams are considered
drawings (PCT Rule 7.1). The drawing sheets
must be numbered in a separate series either as
14, %, % or 1, 2, 3. The drawings in an interna-
tional application must be on A4 size sheets of
paper which must be flexible, strong, white,
smooth, non-shiny and durable (PCT Rules
11.3 and 11.5). The space used for illustration
on each sheet must not exceed 26.2 cm. by 17.0
em. (PCT Rule 11.6(c)). One figure of the
drawings should be designed for use on the
front page of the published application to ac-
company the abstract (PCT Rules 33(a) (iii)
and 48.2(d)).

1826 The Abstract
PCT Rure 8

The Abstract

8.1 Contents and Form of the Abstract

(a) The abstract shall consist of the following:

(i) a summary of the disclosure as contained in
the description, the clabms, and any drawings; the
summary shali indicate the technical field to which
the invention pertaing and shall be drafted in a way
which allows the clear understanding of the technical
problem, the gist of the solution of that problem
through the invention, and the principal use or uses
of the invention; )

(i1} where applicable, the chemical formula which,
among ail the formulae contained in the international
application, best characterizes the invention.

{b) The abstract shall be as concise as the disclosure
permits (preferably 50 to 150 words if it is English
or when translated into finglish).

{¢) The abstract shall not contain statements on the
aleged merits or value of the claimed invention or on
its speculative application.

(@) Each main technieal feature mentioned in the
abstract and illustrated by a drawing in the inferna-
tion application shall be followed by a reference sign,
placed between parentheses.

8.2 Failure to Suggest ¢ Figure to be Published with
the Abstract

If the applicant fails to make the indication referred
to in Rule 8.3 (a) (iif), or if the International Searching
Authority finds that & figure or figures other than that
figure or those figures suggested by the applicant would,
among alt the figures of all the drawings, better char-
acterize the invention, it shall indicate the figure or
figures which it so considers. Publications by the Inter-
national Bureau shall then use the figure or figures so
indieated by the International Searching Authority.
Otherwige, the figure or figures suggested by the ap-
plicant shall be used in the said publications.
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8.3 Guiding Principles in Drafting

The abstract shall be so drafted that it can efficiently
gerve as g scanning tool for purposes of searching in
the pariicular art, especially by assisting the scientist,
engineer or researcher in formulating an opinion on
whether there is a need for consulting the interna-
tional application itself.

37 OFR 1.438 The absiract. {a) Requirements as to
the content and form of the abstract are set forth in
POT Rule 8, and shall be adhered to.

(b} Laek of an abstract upon filing of an interna-
tional application will not affect the granting of a fil-
ing date. However, failure to furnish an abstract
within ontie month from the date of the notification by
the Receiving Office will result in the international
application being declared withdrawn.

The abstract must begin on a new sheet fol-
lowing the claims (PCT Administrative In-
struction Section 207). It must consist of a sum-
mary of the disclosure as contained in the de-
scription, the claims and any drawings (PCT
Article 3(3)). Where applicable, it must also
contaln the most characteristic chemical for-
mula. The abstract must be as concise as the dis-
closure permits (preferably 50 to 150 words in
English}. It must be so drafted that it can effi-
ciently serve as a scanning tool for the purposes
of searching in the particular art. These and
other requirements concerning the abstract are
spelle;d out in detail in PCT Rule 8 (37 CFR
1.438).

SUMMARY OF ABSTRACT REQUIREMENTS

Preferably 50-150 words, but not more than
250,

Should contain—

1. Indication of field of invention.

2. Clear indication of the technical problem.

3. st of invention’s solution of the problem.

4. Principal use or uses of the invention.

5. Reference numbers of the main technical
features,

6. Where applicable, chemical formula which
best characterizes the invention.

Should not contain—

1. Superfluous language.

2. Legal phraseology such as “said” and
“means,”

8. Statements of alleged merit or speculative
application.

4. Prohibited items as defined in PCT Rule 9.

1827 Fees
PCT Ruwe 14
The Transmitiel Fee
14.1 The Tronsmittal Fee

(#2) Any receiving Office may require that the appli-
cant pay ¢ fee to it, for its own benefit, for receiving
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the international application, transmitting copies to the
International Bureau and the competent International
SBearching Authority, and performing all the other
tasks which it must perform in connection with the
international application in its capacity of receiving
Office (“transmittal fee”),

{b} The amount and the due date of the transmittal
fee, if any, shall be fixed by the receiving Office.

PCT Ryuis 15

The International Pee

15.1 Basic Fee and Designation Fee
Each international application shall be subject to
the payment of a fee for the benefit of the International
Bureau (“international fee”) to be collected by the
receiving Office and consisting of.
(i) a “bagic fee,” and
(ii) a8 many “designation fees” as there are na-
tional patents and regional patents sought by the
applicant in the international application, except
that, where Article 44 applies in respect of a desig-
nation, only one designation fee shall be due.

15.2 Amounts

(2) The amounts of the basic fee and of the desig-
nation fee are as get out in the Schedule of Fees.

(b) The amounts of the bagic fee and of the desigha-
tion fee shall be established, for each receiving Office
which, under Rule 15.8, pregeribes the payment of those
fees in a currency or currencies other than Swisg cur-
reucy, by the Director General after consultation with
that Office and in the eurrency or currencies preseribed
by that Office (“prescribed currency'). The amounts
in each prescribed currency shall be the equivalent, in
round figures, of the amounts in Swiss currency set out
in the Schedule of Fees. They shall be published in
the Gazetie.

{¢) Where the amounts of the fees set out in the
Schedule of Fees are changed, the corresponding
amounts in the prescribed currencies shall be applied
from the same date ag the amounts set out in the
amended Schedule of Fees,

(d) Where the exchange rate between Swisy cur-
rency and any prescribed eurrency becomes different
from the exchange rate last applied, the Director Gen-
eral shall estabilsh new amounts ir the prescribed
currency according to directives given by the Assembly,
The newly established amounts shall become applicable
two months after the date of their publication in the
Gazette, provided that the interested Office and the
Director General may agree on a date falling during
the said two-month period in which case the said
amounts shall become applicable for that Office from
that date.

15.3 Mode of Payment

The international fee shall be payable in the cur-
rency or currencies preseribed by the receiving Office,
it being understood that, when transferred by the re-

TN
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ceiving Office to the International Bureau, the amount
transferred shall be freely convertible into Swiss cur-
rency.

15.4 Time of Payment

{a) Subject to paragraph (e¢), the basic fee shall be
due on the date of receipt of the international applica-
tion.

(b) Subjeet to paragraph (c), the designation fee
shall be paid on the date of receipt of the international
application or on any later date prior to vhe expira-
tion of one year from the priority date,

(¢) The receiving Office may permit applicants to
pay either the basic fee or the designation fee or both
of the fees later than on the dates provided for in para-
graphs (a) and (b), provided that:

(1} permission shall net be given to pay the basic
fee or the desipnation fee later than one month after
the dafe of receipt of the international application;

{ii) permission may not be subject to any extra
charge,

Sueh later payment of the satd fees shall be without
loss, in the case of the basic fee, of the international fil-
ing date, or, in the ease of the designation fee, of the
designations to which the payment relates.

15.5 Partial Payment

{a) Where the amount of the international fee re-
ceived by the receiving Office is not less than that of
the basic fee and at least one designation fee but less
than the amount required to cover the basic fee and all
the designations made in the international application,
the amount received shall be applied as follows:

(i} to cover the basic fee, and

(i) to cover as many designation fees as, after
deduction of the basic fee, may be covered in full
by the amount received in the order indicated in

paragraph (b).

(b) The order in which the said amount shall be ap-
plied to the designations shall be established as follows

{1} where the applicant indicates to which desig-
nation or designations the amount is to be applied, it
shall be applied accordingly but, if the amount re-
ceived is insufficient to cover the designations indi-
catfed, it shall be applied to as many designations as

are covered by itin the order chosen by the applicant,

in indicating the designations;

(i1} to the extent that the applicant has not given
the indications under item (i), the amount or the
balance thereof shall be applied to the designations
in the order in which they appear in the interna-
tional application ;

(Hi) where the designation of a State ig for the
purposes of a regional patent and provided that the
required designation fee iz, under the preceding pro-
vigions available for that designation, the designation
of any further States for which the same regional
patent is sought shall Le considered as covered by
that fee.
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15.6 Refund

(&) The international fee shall be refunded to the
applicant if the determination under Article 11(1y is
negative,

(b) In no other cage shall the international fee be
refunded.

PCT Rure 18

The Search Iee
16.1 Right to Ask for ¢ Fee

{a) Each International Searching Authority may re-
quire that the applicant pay a fee {“search fee”) for
its own benefit for ecarrying out the internztional
search and for performing all other tasks entrusted to
International Searching Authorities by the Treaty and
these Regulations.

(b) The search fee shall be collected by the re-
ceiving Office. The said fee shall be payable in the eur-
rency or currencies prescribed by that Office (“the
receiving Office eurrency”), it being understood that, if
any receiving Office currehey is not that, or one of
those, in which the International Searching Authority
hag fixed the gaid fee (“the fixed currency or curren-
cies’), it shall, when transferred by the receiving Office
to the International Searching Authority, be freely con-
vertible into the currency of the State in which the In-
ternational Searching Authority has its headquarters
(“the headguarters curreney”), The amount of the
gearch fee in any receiving Office currency, other than
the fixed currency or currencies, shall be established
by the Director General after consuitation with that
Office. The amounts so established shall be the eguiva-
lents, in round figures, of the amount established by
the International Searehing Authority in the headguar-
ters curreney. They shall be published in the Gazette.

(e} Where the amount of the search fee in the head-
quarters currency is changed, the corresponding
amounts in the reeceiving Office currencies, other than
the fixed currency or currencies, shall be applied from
the same date as the changed amount in the headquar-
ters currency.

{d) Where the exchange rate between the headquar-
ters currency and any receiving Office currency, other
than the fixed currency or currencies, becomes different
from the exchange rate last applied, the Director Gen-
eral shall establish the new amount in the said re-
cetving Office currency according to directives given by
the Assembly. The newly established amount ghall be-
come applicable two months after its publication in
the Gazette, provided that any interested receiving
Office and the Director General may agree on a date
falling during the said two-month period in which case
the said amount shall become applicable for that Office
from that date.

(e} Where, in respect of the payment of the search
fee in a receiving Office currency, other than the fixed
currency or currencies. the amount actually received
by the International Searching Authority in the head-
quarters eurrency is less than that fixed by it, the differ-
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ence will be paid to the International Searching Au-
thority by the Internationai Bureawuw, whereas, if the
amount actually received is more, the difference will be-
long to the International Bureau. o

{(f} As to the time of payment of the search fee, the
provisions of Rule 15.4 relating to the basic fee ghall
apply.

16.2 Refund

The search fee shall be refunded to the applicant if
the determination under Article 11(1) is negative.

16.3 Pariial Refund

. Where the international application claims the prior-
ity of an earlier interpational application which has
been the subject of an international search by the same
International Searching Amthority, that Authority
shall refund the search fee paid in connection with the
Iater international application to the exfent and under
the conditions provided for in the agreement under
Article 16(8) (b}, if the international search report on
the later international application could wholly or
partly be based on the results of the international
search effected on the earlier international application.

PCT RuLe 27

Lack of Payment of Fees
27.1 Fees

{a} For the purposes of Article 14(8) (»), “fees pre-
seribed under Article 3(4) (iv)” means; the transmittal
fee (Rule 14}, the basic fee part of the infernational
fee (Rule 15.1(i)), and the search fee (Rule 16},

(b} For the purposes of Article 14(3)(a) and (b},
“the fee prescribed under Article 4(2)” means the
designation fee part of the international fee (Rule
15.1(i1)).

POT Ruie 96
The Schedule of Fees

96.1 Schedule of Fees Adnnexed to Regulations

The amounts of the fees referred to in Rules 15 and
57 shall be expressed in Swiss currency. They shall be
specified in the Schedule of Fees which is annexed to
these Regulations and forms an infegral part thereof.

ScaspuLe oF Fres

Kind of Fee
1. Basic Fee:

{Rule 15.2(a))

if the international applica-

tion conteins not more than

80 SHLEES e e 325 Swiss francs

if the international applica-

tion containg more than R0

sheets v 325 Swiss francs plus
6 Swiss francs for
each sheet in
excess of 30 sheets

Amount

2. Designation Fee:
{Rule 152 (8))euumommanx 78 Bwiss francs

Rev. 1, Jan. 1980 449,
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Note that the “prescribed curreney” and
amounts for filing in the United States Re-
ceiving Office are in U.S. dollars as follows
(PCT Rule 15.2(b)}:

Bagic Fee application up to 30

sheets e $190. 00
Fee for each sheet in excess of 30

sheets i 88,80
Degignation Fee__ ... __ $45.00

Applicants should check the most recent issue
of the Official Gazette for any changes in the
amounts of the fees. ‘ , _

Fees Associated with International Applica-
tions.—There are three kinds of fees which must
be paid to the United States Patent and Trade-
mark Office in connection with the filing and
processing of international applications in the
United States Receiving Office:

A transmittal fee—for the benefit of the
Receiving Office for receiving, processing, and
transmitting copies of the international ap-
plications (?’CT Rule 14) ;

A search fee—7for the benefit of the Infer-
national Searching Authority for carrying
out the international search and preparing an
international search report (PCT Rule 18);
and

An international fee which includes a basic
fee portion and a designation fee portion for
each State designated—for the benefit of the
International Bureau for performing the
tasks required of it under the PCT (PCT
Rule 15). .
‘When an international application is filed

with the U.S. Patent and Trademark Office as
a Receiving Office, the transmittal fee, the
search fee, and the basic fee portion of the in-
ternational fee are due upon ﬁl@'n(_f of the appli-
cation (85 U.8.C. 361(d)). The designation fee
portion of the international fee must be paid
within one year of the priority date.

The amounts of the transmittal fee (PCT
Rule 14.1) and the search fee (PCT Rule 16.1)
get forth in 87 CFR 1.445 are intended to cover
the costs of performing the required functions
in the U.S. Patent and Trademark Office and
are as follows:

Transmittal fee.. oo an $ 35,00
Search € o $300. 00

The amount of the basic fee portion of the
international fee is to be $190.00 for an inter-
national application containing up to thirty
sheets, with an additional charge of $3.50 per
sheet for each sheet in excess of thirty (PCT
Rule 15.2(b)). Although all designated States
must be named at the time the international

B
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application is filed, the payment of the desig-
nation fee portion of the international fee need
not be paid on filing but must be paid to the
Receiving Office, at the latest, within one
year of the priority date. The designation fee

ortion of the international fee is $45 for eq,ch
gtate or group of designated States for which
the same regional patent is sought (PCT Rule
15.2(b)). In other words, only one $45 designa-
tion fee is due for all countries for which Eu-
ropean patent protection is desirved.

Fees may be paid by check (37 CFR 1.23) or
be charged against a Patent and Trademark
Office Deposit Account (37 CFR 1.25),

Reroxn or Frss

There is no provision in the PCT concerning
the possibility of asking for a refund of the
transmittal fee, The search fee and the interna-
tional fee (both the basic fee and the designa-
tion fees) will be refunded where the Receiving
Office refuses to “accord” an “international fil-
ing date” (PCT Rules 15.6 and 16.2). Such re-
fusal will occur, generally speaking, where the
international application is defective in certain
respects, Where a (later) international applica-
tion claims the priority of another (earlier)
U.S. national or international application
which has been the subject of an international
search by the same International Searching Au-
thority which will have fo earry out the search
on the later application, a partial refund of the

449.1
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search fee paid in respect of the later applica-
tion) may be possible (PCT Rules 162 and
16.3).

Frr Carcvrarion Swueer (Fonm
PCT/RO/101 AxNEx

'This sheet is not counted as a part of the in-
ternational application for purposes of deter-
mining the amount of the Basic International
fee (PCT Rule 15.2(a)).

The instructions for use of this form are
printed on the reverse side of the form. When
caleulating fees, the latest issuc of the Ojficial
Glazeite should be consulted to determine the
current level of the PCT fees.

1828 Priovity Document
POT Rure 17

The Priority Document

I7.1 Obligation to Submit Copy of Barlier National Ap-
plication

(a) Where the priority of an earlier national appli-
cation iz claimed under Articie 8 in the international
application, a copy of the said national application,
certified by the authority with which it was filed {*the
priority document”), shall, unless already filed with
the receiving Office, together with the international ap-
plication, be submitted by the applicant to the Inter-
national Bureau not later than 16 months after the
priority date or, in the case referred to in Article 23(2),

Rev. 1, Jan, 1980



PATENT COOPERATION TREATY

not later than at the time the processing or examina-
tion is reguested.

{b) If the applicant fails to comply with the require-
ment under paragraph (a), any designated State may
disregard the priority claim.

{¢) The International Bureau ghall record the date
on which it received the priority document and shall
notify the applicant and the designated Offices
accordingly.

178 Availability of Coples

(2} The International Bureau shall, at the specifie
request of the designated Office, prompily but not be-
fore the expiration of the time limit fixed in Rule
17.1¢a), furnish a copy of the priority document to
that Office. No such Office shall ask the applicant him-
gelf to furnish it with a copy, except where it reguires
the furnishing of a copy of the priority document to-
gether with a certified {ranslation thereof. The appli-
cant shall not be required to furnish a certified trang-
lation to the destgnated Office before the expiration of
the applicable time Hmit under Article 22.

{b} The International Bureau shall not make copies
of the priority document available to the publie prior
t6 the international publication of the international
application.

{c) Paragraphs (a) and (b) shall apply alse to any
earler international application whose priority Is
claimed in the subsequent international application.

POT ADMINISTRATIVE INSTRUCTION SECTION 411

Notification That the Certified Copy of the Priority
Document Has Not Been Submitted

Where the time Hmit under Rule 17.1(e) hasg expired
and the International Bureau has not received a certi-
fied copy of the priority document, it shall notify the
applieant and the designated Offices accordingly.

37 OFR 1.451 The priority claims and priovity docu-
ment i on international opplication. (a} The claim
for priority must be made on the Request {(PCT Rule
4,10} in s manner complying with Sections 110 and 201
of the Administrative Instructions. '

(b) Whenever the priority of an earHer United
States national application is claimed in an interna-
tional applecation, the applicant may request in a letter
of transmittal accompanying the international applica-
tion upon fling with the United States Receiving Of-

fice, that the Patent and Trademark Office prepare a-

certified copy of the national application for trans-
mittal to the Imternational Bureau (PCT Art. 8 and
POT Rule 17). The fee for preparing a certified copy
iy stated in § 1.21¢(b) and 85 U.8.0. 41(11).

(¢} If a eertified copy of the priority document is
not submitted together with the international applica-
tion on filing, or, if the priority application was fited
in the United States and a reguest and appropriate
payment for preparation of such a certified copy do
not accompanying the international application on £il-
ing, the certified copy of the pricrity decument must be
transmitted directly by the applicant to the Interna-
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tional Bureay within the time limit specified in POT
Rule 17.1(a).

‘Under the PCT procedure, the applicant may
file the certified copy of the earlier filed national
a)fp.]ication together with the international ap-
plication in the Receiving Office for transmittal
with the Record Copy, or alternatively the cer-
tified copy may be submitted directly by the ap-
plicant to the International Bureau not later
than 16 months after the priority date of, if the
applicant has requested early processing in an,
designated Office, not later than the time suc
processing or examination is requested. The In-
ternational Bureau will notify the applicant
and the designated Offices of the date on which
the certified copy was received. The Interna-
tional Bureau will normally furnish copies of
the certified copy to the various designated Of-
fices on request so that the applicant will not
normally be required to submut certified copies
to each designated Office. =~ '

Under 87 CFR 1L.451, a third alternative for

‘transmittal of the certified copy of the priority

document exists. The applicant may request, on
filing the international application, that the
United States Receiving &ﬁce‘ prepare and
transmit a certified copy of a U.S. national ap-
plication, the priority of whiech is claimed, to
the International Bureau. The United States
Receiving Office will prepare and transmit the
certified copy. Provided that the fees for copy-
ing and certification are paid. See § 1830, item

1. |

1830 PCT International Application
Transmittal Letter

A PCT international application transmittal
letter, form PTO-1382, is available free of
charge for applicants to use when filing PCT
international applications with the United
States Receiving Office. The form is intended
to simplify the filing of PCT international ap-
plications by providing a one-page letter which
covers the most common requests and concerns
of applicants. Specifically covered are:

- (1) Requests under 37 CFR 1.451 for prep-
aration and transmittal to the International
Bureau of certified copies of the U.S. national
applications, the priority of which is claimed in
international applications;

(2) Requests for transmittal of the Record
Copy by the applicant to the International
Bureau under 37 CFR 1461 ;

(3) Authorizations for any required ad-
ditional search fees to be charged to a deposit
account subject to oral confirmation of the
anthorization ;
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{4) Statements of preference and authoriza-
tion for any refund or velmbursement of the
search fee or additional (supplemental) search
fee to be credited to a deposit account or to be
refunded by U.S. Treasury Department check;

(5) Incications of information concerning
differences in disclosure, if any, between the in-
ternational application and related applications
to assist in determining any foreign transmittal
licensing requirements as well as for other pur-
poses; and

{6) Requests for foreign transmittal license.

1832 License Request for Foreign Fil-
ing Under the PCT
A license for foreign filing is not required to

file an international application in the United
States Receiving Office but may be required be-

fore the applicant or the U.S. Receiving Office

can forward a copy of the international appli-
cation to a foreign patent office, the Tnterna-
tional Bureau or other foreign authority (85
U.S.C. 368, 37 CFR, 5.1 and 5.11). A foreign
filing license to permit transmitta) to a foreign
office or international authority is not required
if the international application does not dis-
close subject matter in addition to that dis-
closed in a prior TS, national application filed
more than six months prior to the filing of the
international application (37 CFR 5.11(a) (2)).
In all other instances, the applicant should peti-
tion for a license for foreign filing (transmit-
tal) (37 CFR 5.12) and if appropriate, identify
any additional subject matter in the interna-
tional application which was not in the earlier
[1.S. national application (37 CFR 5.14 (c)).
This request and disclosure information may be
supplied on the PCT international application
transmittal letter form, PT(0-1882, which is re-
produced below,

If no petition or request for a foreign filing
license is included in the international applica-
tion, and it is clear that a license is required be-
cause of the designation of foreign countries
and the time at which the Record Copy must
be transmitted, it is current Office practice to
construe the filing of such an international ap-
plication to include a request for a foreign filing
license. If the license can be granted it will be
issued without further correspondence. If no
license can be issued, or further information is
required, applicant will be contacted. The auto-
matic request for a foreign filing license does
not apply to the filing of a foreign application
outside the PCT.

Errecr or Secreey ORpER

If & secrecy order is applied to an interna-
tional application, the application will not be
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forwarded to the International Bureau as long
as the secrecy order remains in effect (PCT Axr-
ticle 27(8) and 85 U.8.C. 368). If the secrecy
order remains in effect at the end of the 14th
month after the priority date of the inter-
national application, the international applica-
tion will be declared withdrawn (abandoned)
because the Record Copy of the international
application was not received in time by the In-
ternational Bureau (37 CFR 5.3(d), PCT Ar-
ticle 12(8), and PCT Rule 22.3). It is, how-
ever, possible to save the U.S. filing date, if the
United States of America has been designated,
by fulfilling the requirements of 35 U.8.C.
371 (c) prior to the end of the 14th month.

1840 International Stage Time Limits

POT AwricLe 47
Time Limits

(1) The details for computing time limits referred
to in this Treaty are governed by the Regulations.

(2} (a) AR time limits fixed in Chapters X and I1 of
this Treaty may, outside any revision under Article €0,
be modified by a decision of the Contracting States.

{b) 8uch decisiong shall be made in the Assembly or
through voting by eorrespondence and must be unani-
mous.

(¢} The details of the procedure are governed by

the Regulations.
POTE Amriois 48

Delay in Meeting Ceriain Time Limits

{1) Where any time lmit fizxed in this Treaty or the
Regulations is not met because of interruption in the
mail service or unavoidable loss or delay in the mail,

the time limif shall be deemed to be met in the cases
and subject to the proof and other conditions prescribed
in the Regulations. '

(2)(a) Any Contracting State shall, as far as that
State is concerned, excuse, for reasons admitted under
its national law, any delay in meeting any time Hmif.

(b) Any Contracting State may, as far as that State
is concerned, excuse, for reasong other than those re-
ferred to in subparagraph (a), any delay in meeting
any time limit.

PCT RuULE T9
Calendar

79.1 Expresging Dates

Applicants, national Offices, receiving Offices, Inter-
national Searching and Preliminary HExamining Au-
thoritles, and the International Bureaw, shall, for the
purposes of the Treaty and the Begulations, express
any date in terms of the Christian era and the Grego-
rian calendar, or, if they use other eras and calendars,
they shall also express any date in terms of the Chris-
tian era and the Gregorian calendar.

-
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PCT RuLe 80
Computation of Time Limits

80.1 Periods Bapressed in Years

‘When & period is expressed &g one year ora certain
number of years, computation shall start on the day
following the day om which the relevant event ocC-
curred, and the period shall expire in the relevant
subsequent year in the month having the same name
and on the day having the same number as the menth
and the day on which the said event oecurred provided
that if the relevant subsequent month has ne gay with
the same number the period shall expire on the last
day of that month.

80.2 Periods Bopressed in Months
When a period ig expressed as one month or a cer-

tain number of months, computation shall start on the -

day following the day on which the relevant event oc-
curred, and the period shall expire in the relevant
subsequent month on the day which has the same
number ag the day on which the said event oecurred,
provided that if the relevant subsequent month hag no
day with the same number the period shall expire on
the lagt day of that month.

80.8 Periods Bopressed in Days

‘When a period is expressed as a certain number of
days, computation shall start on the day following the
day on which the relevant event occeurred, and the
period shall expire on the day on which the last day
of the count hag been reached.

89.4 Local Daies

(a) The date which is taken into congideration as
the starting date of the computation of any perlod
shall be the date which prevails in the locality at the
time when the relevant event oceurred.

(b) The date on which any period expires shall be
the date which prevails in the locality in which the
reguired document must be filed or the required fee
must be paid.

80.5 Eapiration on ¢ Non-Working Dey

If the expiration of any period during. which any
document or fee must reach a national Ofice or inter-
governmental organization falls on a day on which
such Office or organization is not open fo the public
for the purposes of the transaction of official business,
or on which ordinary mail ie not delivered in the local-
ity in which such Office or organization is situated, the
period shall expire on the next subsequent day on
which neither of the said two circumstances exists.

80.6 Date of Documents

Where a period starts on the day of the date of a
document or letter emanating from a national Office
or intergovernmental organization, any interested
party may prove that the said document or letter was
mailed on a day later than the date it bears, in which
ease the date of actual mailing shall, for the purposes
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of computing the period, be considered to be the date
on which the period staris.

807 End of Working Day

{a) A period expiring on a given day shall expire
at the moment the nationsl Office or intergovernmental
organization with which the document must be filed
or to which the fee must be paid closes for business
on that day.

(b) Any Office or organization may depart from the
provisions of paragraph (a) up to midnight on the
relevant day.

(¢) The Intermational Burean ghall be open for
business until 6 p.m,

POT Rure 82
Irregularities in the Mail Service

82.1 Delay or Loss in Mail .

(2} Subject to the provisions of Rule 22.8, any in-
terested party may offer evidence that he has mailed
the document or letter B days prior to the expiration
of the time Iimit. Except in cases where surface mail
normally arrives at its destination within 2 days of
mailing, or where 1o airmail service is avaiiable, such
evidence may be offered omly if the mailing was by
sirmail. In any case, evidenice may be offered only if
the mailing was by mail registered by the postal
authorities.

(b) ¥ such mailing is proven to the satisfaction of
the national Office or intergovernmental organization
which iy the addressee, delay in arrival shall be ex-
cused, or, if the document or letter is lost in the mail,
substitution for it of a new copy shall be permitted,
provided that the interested party proves to the gatis-
faction of the said Office or organization that the docu-
mens or letter offered in substitution is identical with
the document or letter lost. '

{¢) In the cases provided for in paragraph (b), evi-
dence of mailing within the preseribed time limit, and,
where the decument or letter was lost, the substitute
document or letter as well, shall be submitted within
1 month after the date en which the interested party
noticed—or with due diligence should. have noticed—
the delay or the loss, and ia no case later than 6
months after the expiration of the time Mmit applica-
ble in the given case.

82.2 Imterruption in the Mail Service

{a) Subject to the provisions of Rule 22.3, any in-
teregted party may offer evidence that on any of the
16 days preceding the day of expiration of the time
limit the postal service was interrupted on account of
war, revolution, civil disorder, strike, natural calamity,
or other like resson, in the locality where the inter-
ested party resides or has hiz place of business or is
staying.

(b) If such circumstances are proved to the satis-
faction of the national Office or intergovernmental
organization which is the addressee, delay in arrival
shall be excused, provided that the interested party
proves to the satisfaction of the said Office or organiza-
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tion that he effected the mailing within § days after
the mail serviee was resumed. The provisions of Rule
82.1(¢) shall apply mutatis mutaendis.

POT ApMINISTRATIVE INsTRUCTIONS Sperion 119
Dates

Any date in the international application, or uged in
any correspondence emanating from International Au-
thorities relating to the international application, shall
be indicated by the Arabiec number of the day, by the
name of the month, and by the Arabic number of the
' yeur. The receiving Office, where the applicant hag not
done so, or the International Bureau, where the appli-
cant has not done so and the receiving Office fails to
do mo, shall, after or below any date indicated by the
applieant in the request, repeat the date, in parenthesis,
by indicating it by two-digit Arablc numerals each for
the number of the day, for the number of the month
and for the last two numbers of the year, in that order
and with a period after the digit pairs of the day and of
the month {(for example, “80 March 1978 (30.03.78)"}.

85 U.8.0. 364 Internetional stage: Procedure. (a)
Tnternational applications shall be processed by the
Patent Office when acting as a Receiving Office or Inter-
national Searching Authority, or both, in accordance
with the applicable provisions of the treaty, the Regu-
lationg, and this title.

{b} An applicant’s failure to act within preseribed
time limits in connection with requirements pertaining
to a pending international applieation may be excused
upon 2 showing satisfactory to the Commmissioner of
unavoidable delay, to the extent not precluded by the
treaty and the Regulations, and provided the conditions
imposed by the treaty and the Regulations regarding
the excuse of such failure to act are complied with.

37 OFR 1.465 Timing of application processing based
on the priovity dete. (a) For the purpose of computing
time limits under the Treaty, the priority date shall be
defined as in PCT Art. 2(xi).

{b) When a claimed priority date is cancelled under
POT Rule 4.10(4), or considered not to have been made
under POT Rule 410(b), the priority date for the pur-
poses of computing time Hmits will be the date of the
earliest valid remaining priority claim :of the inter-
national applieation, or if none, the international filling
date.

(¢) When correctiong under PCT Art. 11(2), Art.
14(2) or POT Rule 20.2(a) (1) or (iil) are timely sub-
mitted, and the date of receipt of such corrections falls
later than one year from the claimed priority date or
dates, the Receiving Office shall proceed under PCT
Rule 4.10(4).

37 OFR 1.468 Delays in meeting time lmits. Delays
in meeting time limits during international processing
of international applications may only be excused as
provided in POT Rule 82, For delays in meeting time
limity in a national application, see § 1.187.
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1845 Receiving Office Procedure
PCT Arwicrs 10
The Receiving Office

The international application ghall be filed with the
prescribed receiving Office, which will check and proe-
ess it as provided in this Treaty and the Regulations.

POT RuLe 20

Receipt of the Internaiional Application

20.1 Date and Number

{a) Upon receipt of papers purporting fo be an in-
ternational application, the receiving Office shall in-
deiibly mark the date of actual receipt in the space
provided for that purpose in the reguest form of each
copy received and one of the numbers assigned by the
International Bureau to that Office on each sheet of

each copy received.
(b) The place on each sheet where the date or num-

ber shall be marked, and other details, shall be specified
in the Administrative Instructions.

20.2 Receipt on Different Doys

(a) In cases where all the sheety pertaining to the
same purperted international application are not re-
ceived on the same day by the receiving Office, that
Office shall correct the date marked on the reguest
(still leaving legible, however, the earlier date or dates
already marked) go that it indicates the day on which
the papers complefing the international application
were received, provided that:

(i} where no invitgtion under Article 11(2){(a)
to correct was sent to the applicant, the said papers
are received within 30 days from the date on which
sheets were first received;

(ii) where an invitation under Articte 11(2) (a)
to correct was sent to the applicant, the said papers
are received within the applicable fime limit under
Rule 20.8;

(iil) in the case of Article 14(2), the missing
drawings are received within 30 days from the date
on which the incomplete papers were filed;

{iv) the absence or later receipt of any sheet con-
taining the abstract or part thereof shall net, in
itself, require any correction of the date marked
on the request. '

{b) Any sheet received on a date later than the date
on which sheets were filvst received shall be marked
by the receivinsg Office with the date on which it was
received.

20.8 Corrected International Application

In the case referred to in Article 11(2) (b), the re-
ceiving Office shall correct the date marked on the
request (still leaving legible, however, the earler date
or dates already marked) so that it indieates the day
on which the last reguired correction was received.

A
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20.4 Determination under Article 11{1)

(a) Promptly after receipt of the papers purporiing
to be an international application, the receiving Office
shall determine whether the papers comply with the
reguirements of Article 11(1).

{b) For the purposes of Articte 11(1) (iii) {c}, it
shall be sufficient to indicate the name of the applcant
in & way which allows his identity to be establizhed
even if the name is misspelled, the given names are not
fully indicated, or. in the case of legal entities, the
indieation of the name iz abbreviated or incomplete.

20,5 Positive Determinaiion

(a) X{ the determination under Article 11¢1) is
positive, the receiving Office ghall stamp in the space
provided for that purpose in the request form the name
of the receiving Office and the words “PCT Interna-
tional Applecation,” or “Demande internationale
POT 1f the official language of the receiving Office
is peither English nor French, the words “Interna-
tiongl Application” or “Demande internationale™” may
be accompanied by a translation of these words in the
official language of the receiving Office.

(b} The copy whose request sheet hag been so
stamped ghall be the record copy of the international
application. .

{e) The receiving Office shall promptly notify the
applicant of the international application number and
the international filing date.

20.6 Invitation to Correct

(2} The invitation to correct under Articte 11(2)
shall specify the regquirement provided for ander
Article 11(1) which, in the opinlon of the receiving
Office, has not been fulfitled.

(b) The receiving Office shall promptly mail the in-
vitation to the applicant and shall fix a time limit,
reasonable under the circumstances of the case, for
filing the correction. The time limit shall not be less
than 10 days, and shall not exeeed 1 month, from the
date of the invitation. If such time limit expires after
the expiration of 1 year from the filing date of any
application whose priority iz elaimed, the receiving
Office may call this circumstance to the attention of
the applicant.

20.7 Negative Determinelion

If the receiving Office Goes not, within the preseribed
time limit, receive 2 reply to its invitation to correct,
or if the correction offered by the applicant still does
not fulfill the requirements provided for under Article
11(1), it shall:

(1) promptly notify the applicant thai his appl-
cation is not and will not be treated as an interna-
tional application and shall indicate the reasons
therefor,

(i) notify the International Bureau that the
number it has marked on the papers will not be uged
a8 an international appleation number,
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(iii) keep the papers constituting the vurported
international application and any correspondence
relating thereto as provided in Rule 93.1, and

¢iv) send a copy of the said papers fo the Interna-
tional Burean where, pursuant to a request by the
applicant under Articte 25(1), the International
Pureau needs stch a copy and specially asks for it.

20.8 Error by the Recelving Office

If the receiving Office later discovers, or on the basis
of the applicant's reply realizes, that if has erred in
igsuing an invitation to correct since the requirements
provided for under Article 11(1) were fulfilled when
the papers were received, it shall proceed as provided
in Rule 20.5.

20.9 Certified Copy for the Applicant
Againgt payment of a fee, the receiving Office shall
furnish to the applicant, on request, certified copies of
the international application as filed and of any correc-
tions thereto.
PCT Buie 26

Ohecking and Correcting Oertein Blements of
the Internationl Application

26.1 Time Limit for Qheck

(2) The receiving Office shall issue the invitation
to correct provided for in Article 14(1) (b} as scon as
possible, preferably within 1 month from the receipt
of the international application, )

{b) If the veceiving Office issues an invitation to
correct the defect referred fo in Article 14(1) (a) (i)
or (iv) (missing title or misging abstract), it shall
notify the International Searching Awuthority accord-
ingly.

26.2 Time Limik for Correction

The time Hmit referred to in Artiele 14(1) (b) shall
be reasonable under the eircumstances of the particular
case and shall be fixed in each case by the receiving
Office, It shall not be less than 1 month and normally
not more than 2 months from the date of the invitation
to eorrect.

26.3 Checling of Physical Requirements under Article
14(1) () (v)

The physical reguirementy referred to in Rule 11
shall be ehecked to the extent that compliance there-
with is necessary for the purpose of reagonably uni-
form international publication.

26.4 Procedure

(a) Any correction offered to the receiving Office
may be stated in a letter addressed fo that Office if the
correction is of such a nature that it can be transferred
from the letter to the record copy without adversely
affecting the clarity and the direct reprodueibility of
the sheet on to which the correction is to be trans-
ferred; otherwise, the applicant shall be regquired fo
submit a replacement sheet embodying the correetion
and the letter accompanying the replacement sheet
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shali draw attentlon fo the differences between the
replaced sheet and the replacement sheet.

(b) The receiving Office shall mark on each replace-
ment sheet the international application number, the
date on which it was received, and the stamp identify-
ing the Office. It shall keep in ifs files a copy of the
letter containing the correction or, when the correction
is contained in a replacement sheet, the replaced sheet,
the letter accompanying the replacement sheet, and a
copy of the replacement sheet.

{c) The receiving Office shall promptly transmit the
tetter and any replacement sheet to the International
Burean. The International Bureau shall transfer to the
record copy the corrections requested in a letter, to-
gether with the indication of the date of its receipt by
the receiving Office, and shall insert any replacement
sheet in the record copy. The letter and any replaced
gheet shall bhe kept in the files of the International
Bureaw.

(d) The receiving Office shall prompily transmit a
copy of the letter and any replacement sheet to the
International Searching Authority.

26.5 Correction of Ceriein Elements

{a) The receiving Office shall decide whether the
applicant has submitted the correction within the pre-
serihed ime limit, If the correction has been submitted
within the preseribed time Hmit, the receiving Office
shall decide whether the international application so
corrected is or ig not to be cousidered withdrawn.

(b} The recelving Office shall mark on the papers con-
taining the correction the date on which 1t received
guch papers, ‘

26.6 Missing Drawings

(a) If, as provided in Article 14(2}, the international
application refers to drawings which in faet are not
included in that applieation, the receiving Office shall
so indicate in the said application.

(b) The date on which the applicant receives the
notification provided for in Article 14(2} shall have
no effect on the time Hmit fixed under Rule 20.2 (a) (iii).

85 U7.8.C. 361. Recetving Ofice. (a) The Patent Office
shall act as a Receiving Office for international appli-
cations filled by nationals or residents of the United
ftates. In accordance with any sgreement made be-
tween the United States and another country, the Pat-
ent Office may also act as a Receiving Office for inter-
national applications filed by residenis or nations of
guch country who are entitled {o file international
applications,

(b} The Patent Office shall perform a1l acts connected
with the discharge of duties reguired of a Recelving
Office, including the collection of international fees and
their transmittal to the International Bureau.

(e) Imternational applications filed in the Patent Of-
fice shall be in the Fnglish language.

(d) The basic fee portion of the international fee,
and the transmittal and search fees prescribed under
section 376(a) of this part, shall be paid on filing of
an international application. Payment of designation
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fees may be made on filing and shall be made not later
than one year from the priority date of the interna-
tional application.

&7 OFR 1.412 The United Steles Recelving Ofice. (a)
The TInited States Patent and 'Frademark Office is a
Receiving Office only for applicants who are residents
or nationals of the United States of America.

(b} The Patent and Trademark Office, when acting
as a Receiving Office, will be identified by the full title
“United States Recelving Office’” or by the abbreviation
HRO/US”

{e) The major functions of the Receiving Office
include :

(1} According to international filing dates to inter-
national applications meeting the requirements of POT
Art, 11(1), and PCT Rule 20;

(2) Assuring that international applications meet
the standards for format and content of PCT Art. 14(1),
PCT Rule 9, 26, 20.1, 87, 88, 91, and portions of PCOT
Rules 3 through 11 ;

(3) Colecting and, when required, transmitting feeos
due for processing international applications (PCT
Rule 14, 15, 16) ;

(4) Transmitting the record and search copies to the
International Bureau and International Searching Au-
thority, respectively (PCT Rules 22 and 23); and

{8) Determining compliance with applicable require-
ments of Part 5 of this chapter.

POT ADMINISTRATIVE INsTRUCTIONS Srcriow 105
Reveral Applicants

Where any international application indicates as ap-
plicants several persons, it shall be gsuficient, for the
purpose of identifying that application, to indicate, in
any Form or correspondence relating to such applica-
tion, the name of the applicant first named in the
request,

POT ADMINISTRATIVE INSTRUOTIONS Sporrow 301

Wotification of Receipt of Purported Internotional
Application

Any recelving Office may nctify the applicant of the
receipt of the purported international application, The
notification should indicate the date of actual receipt,
the {nfernational application number of the pmrported
international application referred to in Section 307
and the applicant’s file reference, where available, as
well ag, where useful for purposes of identification, the
title of the invention,

POT ADMINISTRATIVE INSTRUOTIONS SEcrroN 305
Tdentifying the Copies of the International Application

(2} Where, under Rule 11.1{¢), the international
applieation has been filed in one copy, the receiving
Office shall, after preparing under Rule 21.1(a) the
additional copies required under Article 12(1), mark,

{1} the words “RIECORD COPY" in the upper left-
hand correr of the first page of the original copy,

Py
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(ii) in the same space on one additional copy, the
words “SEARCH COPY,” and

(iii) in the same space on the other such copy, the
words “HOME COPY,” or their eguivalent in the
language of the international application,

(b) Where, under Rule 11.1(3), the international
application has been filed in more than one coDy, the
receiving Office shall ehoose the copy most suitable for
reproduction purposes, and mark the words “RECORD
COPY,” in the upper left-hand cormer of ifs first page.
After verifying the identity of any additional copies
and, if applieable, preparing under Rule 21.1(b) fhe
home copy, it shall mark, in the upper left-hand corner
of the first page of one such copy, the words SRHARCH
COPY,” and, in the same space on the other such copy,
the words “HOME COPY,” or their eguivalent in the
language of the international application.

. POT ADMINISTRATIVE INSTRUCTIONS Sporion 307
System of Numbering Internaiionel Applications

Papers purporting to be an international application
under Rule 20.1 shall be marked with the international
application number, consisting of the letters “POT,” a
slant, the two-letter code, as in Anner B, indieating the
recelving Office, a two-digit indieation of the last two
numbers of the year in which such papers were first
received, a slant and a five-digit number, allotted in
sequential order corresponding to the order in which

- the international applications are received (e.g, “PCT/
SUT8/000017). However, if a negative determination is

made under Rule 20.7 or a declaration is made under .

Article 14(4), the letters “PCT" shall be deleted by the
receiving Office from the indication of the infernational
apptication number on any papers marked previously
with that number, and the said number shall be used
without such letiers in any future correspondence re-
jating to the purported international application.

POT ADMINISTRATIVE INsTRUOTIONS SEcrron BOS
Harking of the Sheets of the International Application

{a} The receiving Office shall indelibly mark, so as
to admit of direct reproduction in any of the manners
get forth in Rule 11.2(a), the international application
number referred to in Seection 307 in the upper right-
hand corner of each sheet of each copy of the purported
international application.

(b) The data to be indicated on any replacement
sheet under Rule 26.4(h) shall be indelibly marked by
the receiving Office, so as to admit of direct reprodue-
tion in any of the manners set forth in Rule 11.2{a),
in the upper right-hand corner of each replacement
sheet,

POT ADMINISTRATIVE INSTRUCTION SECTION 316

Provedure in the Case where the Internationel
Application Lecks the Prescribed Signature

Where, under Artiele 14 (1} {a) (1}, the receiving Of-
fice finds that any international application is defective
fn that it lacks the prescribed signature, that Office
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shall send to the applicant, together with the invita-
tion #o correct under Article 14(1})(?), a eopy of the
request part of the intermational application. The ap-
plicant shall, within the prescribed time limit, return
gaid copy after affizing therete the prescribed
signature. :

The main procedural steps that any interna-
tional application goes through in the United
States Receiving Office are the following:

(i) the international application and the
related fees are received by the Receiving Of-
fice (PCT Axticle 10);

(it) the international application is
checked by the Receiving Office to determine
‘whether it meets the requirements prescribed
by the PCT as to whether a filing date may be
granted, fees due on filing are paid in full,
whether the priority claim is acceptable, and
whether any pages or drawings are missing
(PCT Article 11(1), PCT Rule 4.10 and 35
U.S.C. 361(d) ). The checks performed by the
Receiving Office are of a formal nature and
do not go into the substance of the invention;

(iii) where the checks by the United States
Receiving Office show that the international
application does not meet the requirements
for a filing date or other matters are missing,
that Office immediately communicates with
the applicant in order to obtain any possible
necessary corrections (PCT Articles 11(2)
(2) and 14(3) and PCT Rules 4.10 and 20).

(iv) where—possibly after correction—the
relevant checks by the Receiving Office show
that the international application meets the
requirements for the granting of a filing date,
an international filing date is accorded to the
international application by the Receiving
Office (PCT Axticles 11(1) and 11(2)(b),
and PCT Rules 20.8, 20.4, and 20.5) ) ;

(v) the United States Receiving Office con-
tacts the applicant or agent by telephone and
discusses any formal defects and necessary
corrections. Receiving Office checks do not go
into the substance of the invention when de-
fects under Article 14(1) exist, the Receiving
Office will set a time limit for response, which
is uswally one month. _

(vi) copies of the international applica-
tion and other documents related thereto are
prepared and transmitted by the United
States Receiving Office to the International
Searching Authority and to the International
Bureau so that these Authorities may carry
out the procedural steps for which they are
responsible in the further processing of the
international application (PCT Axticle 12
and PCT Rules 22, 28, 24, and 25).
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Wrere To Fie

The United States Receiving Office is located
in Crystal Plaza, Arlington, Virginia, Buildmg
2, Room 4-C-08. International applications an
related papers may be deposited directly with
the United States Receiving Office or mailed to:
Commissioner of Patents and Trademarks, Box
PCT, Washington, D.C. 20231, It should be
noted that the ‘Certificate of mailing practice

. does not relate to the filing of International ap-
plications or related papers 87 CFR 1.8). The
United States Recelving Office staff is available
to offer guidance on PCT requirements and
procedures. In person, telephone or written in-
quiries are welcome, Telephone inquiries shonld
be directed to (703)557-2008. Written inquiries
should be addressed to: Commissioner of
Patents and Trademarks, Box PCT, Washing-
ton, D.C. 20231.

1845.01 Transmittal of Record Copy
PCT Arrrcrz 12

Trensmittal of the International Application to the In-
terngtional Bureaw and the Imternational Searching
Authority

(1) One copy of the international application shall
be kept by the receiving Office (“home copy”), one
copy (“record copy”)} shall be transmitted to the In-
ternational Bureau, and another copy (“search copy™)
shall be transmitted to the competent International
Bearching Authority referred to in Article 16, as pro-
vided in the Regulations. )

{2) The record copy shall be considered the true copy
of the international application.

(8) The international application shall be considered
withdrawn if the record copy has not been received by
the International Burean within the prescribed time
limnit.

PCT Ruie 21

Preparation of Oopies
21.1 Responsibility of the Recelving Office

(a) Where the international application is required
to be flled in one copy, the receiving Office shall be
responsible for preparing the home copy and the search
copy required under Article 12(1).

{b) Where the international application is required
to be filed in two copies, the receiving Office shall be
responsible for preparing the home copy.

(¢} If the international application is filed in less
than the number of coples required under Rule 11.1(h),
the receiving Office shall be responsible for the prompt
breparation of the number of copies required, and
shall have the right to fix o fee for performing that
task and to collect such fee from the applicant,

450

MANUAL OF PATENT EXAMINING PROCEDURE

POT Ruwg 22
Transmitiel of the Record Copy

28.1 Procedure

{a) If the determination under Article 11(1) is
positive, and unless prescriptions concerning national
security prevent the international application from
being treated as such, the receiving Office shall trans-
mit the record copy to the International Bureaw. Such
transmaittal shall be effected promptly after receipt of
the international application or, if & check to preserve
unational security must be performed, as soon as the
necessary clearance has been obtained. In any case,
the receiving Office shall transmit the record copy in
fime for it to reach the International Bureau by the
expiration of the 13th month from the priority date.
If the transmittal is effected by mail, the receiving
Office shall mail the record copy not Iater than 5 days
prior to the expiration of the 18th month from the
priority date.

(b) If the applicant is not in possession of the noti-
fieation of receipt sent by the International Burean
under Rule 24.2(a) by the expiration of 13 months and
10 days from the priority date, he shall have the right
to ask the receiving Office to give him the record copy
or, should the receiving Office allege that it hag trans-
mitted the record copy to the International Bureau, a
certified copy based on the home copy.

(¢) The applicant may transmit the copy he has
received under paragraph (b) to the International
Bureau. Unless the record copy fransmitted by the
receiving Office has been recelved by the International
Bureau before the receipt by that Bureau of the copy
trangtnitted by the applicant, the latter copy shall be
considered the record copy. ‘ :

22.2 Alternutive Procedure

(a) Notwithstanding the provisions of Rule 22.1, any
receiving Office may provide that the record copy of
any international application filed with it shall be
trangmitted, at the option of the applicant, by the re-
ceiving Office or through the applicant, The receiving
Office shall inform the Internationsl Bureau of the
existence of any such provision.

(b) The applicant shall exercise the option through
& written notice, which he shall file together with the
international application. If he fails to exercise the
said option, the applicant shall be considered to have
opted for transmittal by the recelving Office.

{¢) Where the applicant opts for transmittal by the
receiving Office, the procedure shall be the same as
that provided for in Rule 22.1.

(d) Where the applicant opts for transmittal
through him, he shall indicate in the notice referred
to in paragraph (b) whether he wishes to colleet the
record copy at the receiving Office or wishes the re-
ceiving Office fo mail the record copy to hirh. If the
applicant expresses the wish to collect the record copy,
the receiving Office shall hold that copy at the disposal
of the applicant as soon ag the clearance referred to in

(-
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Rule 22.1¢a) has heen obiained and, in any case, in-
‘cluding the case where a check for such clearance must
be performed, not later than 10 days before the expira-
tion of 18 months from the priority date. If, by the
expiration of the time limit for receipt of the record
copy by the International Bureau, the applicant has
1ot collected that copy, the receiving Office shall notify
the International Burean accordingly. If the applicant
expresses the wish that the receiving Office mail the
record copy to him or fails to express the wish to
coHect the record copy, the receiving Office shall mail
that copy to the applicant as soon as the clearance

referred to in Rule 221(a) has been obfained and, in -

any case, including the case where 2 cheek for such
clearance must be performed, not later than 15 days
before the expiration of 13 months from the priority
date.

(e¢) Where the receiving Office does not hold the
vecord copy at the disposal of the applicant by the
date fixed in parsgraph (d). or where, after having
asked for the record copy to be mailed to him, the ap-
plicant has not received that copy af least 10 days
before the expiration of 13 months from the priority
date, the applieant may fransmit a copy of his inter-
national application to the International Bureau. This
copy (“provisional record copy”) shall be replaced by
the record copy or, if the record copy has been lost, by
a substitute record copy certified by the receiving
Office on the basis of the home copy, as soom Aas
practieable and, in any case, before the expiration of
14 months from the priority date.

22.3 Time Iimit under Article 12(3)
{2} The time limit referred to in Article 12(3) shall
be:
(i) where the procedure under Rule 221 or Rule
22.2(¢) applies, 14 months from the priority date;
(ii) where the procedure under Rule 22.2(d)
applies, 18 months from the priority date, except
that, where a provisional record copy i filed under
Rule 22.2(e), it shall be 12 months from the priority
date for the filing of the provisional record copy, and
14 months from the priority date for the filing of
the record copy.
(b) Artiele 48(1) and Rule 82 shall not apply. to the
transmittal of the record eopy. Article 48(2) remains
applicable.

22.4 Stotistics Concerning Non-Complience with Rules
22,1 and 22.2
The number of instances in which, aceording to the
knowledze of the International Bureau, any receiving
Office has not complied with the reguirements of Rules
221 and/or 22.2 shall be indicated, once a year, in the
Gazette.

22.5 Documents
Anplieation

For the purposes of the present Rule, the term
“record copy” shall include also any document filed

Filed with the Internationql
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with the international application referred {o in Rule
8.3(a) (ii). I any document referred te in Rule
3.8(a) (i1) which is indicated in the check list as ac-
eompanying the international application iz not, in
fact, filed at the latest by the time the record copy
leaves the receiving Office, that Office shall so note on
the check list and the said indieation shall be con-
sidered as if it had not been made.

PCT Ruie 23
Transmittel of the Seerch Copy

23.1 Procedure

{2} The search copy shall be transmitted by the re-
ceiving Office to the International Searching Author-
ity at the lafest on the same day as the record copy
is tranemitted to the Imternational Bureau or, under
Rule 22.2(4d), to the applicant.

(b) If the International Bureaw has not received,
within 10 ‘days from the receipt of the record copy,
jnformation from the International Searching Av-
thority that that Authority is in possession of the
gearch copy, the International Bureau shall promptly
transmit a copy of the international applieation to
the International Searching Aunthority. Unless the In-
ternational Searching Authority has erred in alleging
that it was not in posszession of the search copy by
the expiration of the 18th month from the priority
date, the cost of making a copy for that Authority
shall be reimbursed by the receiving Office to the In-
ternational Bureau,

(e) The number of instances in which, according to
the knowledge of the International Bureauw, any re-
ceiving Office hag not complied with the requirement
of Rule 28.1(a) shall be indicated, once a year, in the
Gazette.

POT ADMINISTRATIVE INSTRUCTIONS SECTION 315
Notification of Non-Oolleclion of Record C’bpy

Where, under Rule 22.2(d}, the receiving Office has,
in accordance with the applicant’s wish, held the
record copy at the disposal of the applicant, and the
applicant has not collected that copy by the espira-
tion of the time limit for receipt of that copy by the
International Bureau, the receiving Office shall notify
the applicant accordingly.

37 OFR 1.j61 Procedures for transmittal of record
copy to the Internetionel Buregu. {a) Transmittal of
the record copy of the international application to the
International Burean shall be made, at the option of
the appHcant, either by the United States Receiving
Office or by the applicant. Subject to paragraph (b)
of this section, any applicant who chooses to make
such tramsmittal personally shall notify the United
States Receiving Office to that effect in writing, by
way of a notice filed together with the international
application. 8uch notice shall also state whether the
applicant wishes to collect the record eopy at the
United States Receiving Office or to have the record
copy mailed directly to him. The record copy of an
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international application which was filed without
being accompanied by such notice will be transmitted
to the International Bureau by the United States Re-
ceiving Office (PCT Rule 22).

(b} An applicant may transmit the record copy to
the International Bureau as provided in POT Rule
22.2 only if the International application is filed with
the United States Receiving Office before the expira-
tion of 11 months from the priority date,

(¢} No copy of an international application may
be transmitted to the International Bureau, a foreign
Designated Office, or other foreign authority by the
United States Receiving Office or the applicant, unless
the applicable requirements of Part 5 of this chapter
have been satisfied,

The PCT provides for two alternative pro-
cedures for the transmittal of the record copy.
For full details see PCT Rules 22.1 and 22.2.

(i) Under the first alternative, which con-
stitutes the normal procedure, the transmittal
of the record copy and documents filed there-
with (PCT Rule 22.5) are effected by the
United States Receiving Office, which noti-
fies the applicant of the date of transmittal
on, form PCT/RO/132. The International
Bureau, upon receipt of the Record Copy,
promptly notifies the applicant using form
(PCT/1B/301) that it has received the record
copy (PCT Axticle 12(1) and PCT Rules
22.1 and 24.2(a}). .

(ii) Under the second alternative, only ap-
plied in the case of international applications
filed prior to the expiration of 11 months
from the priority date, the applicant may, at
his option, effect the transmittal of the record
copy himself (PCT Rule 22.2 and 87 CFR
1.461(a) and (b)).

If the applicant has not received notification
from the International Bureau that the record
copy has been received within 13 months and
10 days from the priority date, he may assume
that the record copy has not reached the In-
ternational Bureau and he may ask the Receiv-
ing Office to give him the record copy or a cer-
tified copy based on the home copy and send
it himself to the International Bureau (PCT
Rules 22.1(b) and (¢)). The record copy must,
in this case too, reach the International Burean
not later than 14 months from the priority date
{PCT Rule 22.3). Under this alternative the
Record Copy must be made available to the
applicant to send to the International Bureaw
within time limits specified in POT Rule 22.2
(d). The applicant must assure that the Record
Copy or an acceptable substitute, specified in
PCT Rule 22.2(d) is received by the Inter-
national Bureau by 13 months after the ex-
piration of the priority date. In most instances,
if a substitute Record Copy has been filed with
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the International Bureau, the Record Copy it-
self must also be filed before the expiration of
14 months from the priority date.

(1ii) The international fees will also be for-
warded to the International Bureau by the
Receiving Office (35 U.S.C. 42). Since the ap-
plicant is required to file only one copy of the
international application in the United States
Receiving Office (37 CFR 1.433), the United
States Receiving Office will prepare the
“Search Copy” for the International Search-
ing Authority and the “Home Copy” for its
own records (PCT Rule 21.1 and Administra-
tive Instructions Section 305(a) ).

Sareqguarps For Assoring Trivery Reckrer op
Tar Rucorp Copy

The following steps are being taken by the
United States Receiving Office to insure timely
receipt of the Record Copy by the International
Bureau. o
' (i) The Record Copy is sent by Registered

Airmail to the International Bureau with

transmitial letter listing contents.

(ii) A copy of the Transmittal letter is
mailed separately to the International Burean
in & business size envelope.

(iii) The Applicant is informed of the date
of mailing of the Record Copy by letter from
the United States Receiving Office.

(iv) A Telex is sent to the International
Bureau in Geneva giving notice of mailing

" and the Mail Registration number,

(v) The International Bureau immediately
acknowledges receipt of the Telex by return
Telex to the United States Receiving Office.

{vi} The Applicant is informed of receipt
of Record Copy by the International Burean.

(viiy The United States Receiving Office 15
in telephone contact with the Infernational
Bureau in Geneva at least once & week, at
which time guestions are handled and records
are coordinated. .

If for some reason, the Record Copy is not
received by the International Bureau by the ex-
piration of the 13th month from the priority
date, the applicant and the Receiving Office have
an additional month under PCT Rule 22.3(a) to
provide a copy to the International Bureau be-
fore the application is withdrawn under PCT
Article 12(3)}.

1845.02 Correction of Defects Before
the Receiving Office
PCT AwvicLe 14
Certain Defeots in the Internationel dpplication

(1) (a) The receiving Office shall check whether the
international application contains any of the following
defects, that is to say:

LTSN
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(i) it is not signed as provided in the Regulations;

(i) it does not contain the prescribed indications
concerning the applicant;

(iii) it does not contain a title;

{iv) it does not contain an abstract;

(v) it does not comply to the extent provided in
the Regulations with the preseribed phystcal require-
ments,

(h) If the receiving Office finds any of the said de-
feets, it shall invite the applicant to correct the inter-
national application within the prescribed fime 1imit,
fafling which that application ghall be considered with-
drawn and the receiving Office shall so declare.

{2) If the international application refers to draw-
ings which, in fact, are not included in that application,
the receiving Office shall notify the applicant accord-
ingly and he may furnish them within the prescribed
time Hmit and, if he does, the international filing date
shall be the date on which the drawings are received
by the receiving Office, Otherwise, any reference to the
said drawings shall be considered non-existent.

(3) {a) If the receving Office finds that, within the
prescribed time lmiks, the fees prescribed under Arti-
cle 3(4) (iv) have not been paid, or no fee presecribed
under Article 4(2) has been paid in respeect of any of
the designated States, the international application
shall be considered withdrawn and the receiving Office
shall so declare. ‘

(b) If the receiving Office finds that the fee pre-
seribed under Ariicle 4(2) has been paid in respect of
one or more (but less than all) designated States within
the prescribed time limit, the designation of those States
in respect of which it has not been paid within the

preseribed time limit shall be considered withdrawn

and the receiving Office shall so declare.

(4) If, after having aceorded an international filing
date to the international application, the veceiving Of-
fice finds, within the prescribed time limit, that any of
the reguirements listed in items (1) to (i) of Article
11¢1) was not complied with at that date, the said
application shall be considered withdrawn and the re-
ceiving Office shall so declare,

POT Rure 29

International Applications or Designations Considered
Withdrawn under Article 14{(1), (3) or {4)

28.1 Finding by Receiving Office

(a) Tf the receiving Office declares, under Article
14(1) (b) and Rule 26.5 (failure to correet certain de-
fects), or under Article 14(8){a) f{failure to pay the
prescribed fees under Rule 27.1(a)), or under Article
14(4) (later finding of non-compliance with the Te-
quirements listed in items (i) to (i) of Article 11
(1)), that the international gpplication iz considered
withdrawn :

(i) the receiving Office shall {rambmit the record
copy (unless already transmitted), and any correc-
tion offered by the applicant, to the International
Bureau;
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{ii) the receiving Office shall promptly notify both
the applicant and the International Bureau of the
gaid declaration, and the International Bureau shall
in turn notify the interested designated Offices;

{iii} the receiving Office shall not transmit the
gearch copy as provided in Rule 28, or, if such copy
has already been transmitted, it shall notify the In-
terational Searching Authority of the said declara-
tion;

(iv) the International Bureau shall not be re-
quired fo notify the applicant of the receipt of the
record copy.

(b} If the receiving Office declares wunder Article
14(3)(b) ({failure to pay the prescribed designation
fee under Rule 27.1(b)) that the designation of any
given State is considered withdrawn, the receiving Of-
fice shall promptly notify both the applicant and the
International Bureau of the said declaration. The In-
ternational Bureau shall in turn notify the interested
national Office.

29.2 Finding by Designate Office )
Where the effect of the international applicatio
ceages in any designated State by virtue of Article
24(1) (iii), or where such effect ig maintained in any
designated State by virtue of Arxticle 24(2), the com-
petent designated Office shall promptly notify the In-

ternational Burean aceordingly.

29.9 Calling Certain Fucts to the Attention of the Re-
ceiving Office

If the International Bureau or the International
Searching Authority considers that the receiving Of-
fice should make a finding under Avticle 14(4), it shall
call the relevant facts to the alteniion of the receiving
Office.

20.4 Notification of Intent to Muke Declaration under
Article 14(4)

Before the receiving Office issues any declaration ub-
der Article 14(4), it shall notify the applicant of its
intent to issue such deciaration and the reasons there-
for. The applicant may, if he disagrees with the tenta-
tive finding of the receiving Office, submit arguments
to that effect within 1 month from the notification.

PCT Rute 30
Time Limit Under Article 14(4)
30.1 Time Limit
The time lLimit referred to in Article 14(4) shall he
6 months from the international filing date.
PCT Rure 32

Withdrawel of the International Application or of
Designations

32.1 Withdrowals
(a) The applcant may withdraw the international
application prior to th expiration of 20 monthg from

the priority date except as to any designated State in
which national processing or examination hag already
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gtarted. He may withdraw the designation of any des-
ignated State prior to the date on which processing or
examination may start in that State.

(b) Withdrawal of the designation of all designated
States shall be treated as withdrawal of the interna-
tional application. .

(¢) Withdrawal shall be effected by a signed notice

from the gpplicant to the ¥nternational Bureau or, if -

the record copy has not yet been sent to the Interna-
tional Bureau, to the receiving Office. In the case of
Rule 4.8(b), the notice shall reguire the signature of
all the applicants. .

(d) Where the record copy has already been sent
to the International Bureau, the fact of withdrawal,
together with the date of receipt of the notice effecting
withdrawal, shall be recorded by the International Bu-
reau and promptly notified by it to the receiving Of-
fice, the applicant, the designated Offices affected by
the withdrawal, and, where the withdrawal concerns
the international application and where the interna-
tional search report or the declaration referred to i
Artiele 17(2) (a) has not yet issued, the International
Searching Authority.

PCT ADMINISTRATIVE INSTRUCTIONS SECTION 304

Corrections Submitied to the Receiving Ofice Concern-
tng Bepressions, etc., not to be used in the Interng
tional Application

Where the applicant submits eorrections o the re-
celving Office aimed at complying with the presecrip-
tions of Rule 9.1, that Office shall, i copies of the in-
ternational application have not yet been transmitted
to the Internationa! Bureau and the International
Searching Authority, attach coples of such corrections
to the internatioanl application. If copies of the inter-
national application have already been transmitted,
the receiving Office shall transmit copies of such cor-
rections to the said Bureau and the said Authority.

PCT ApMiNisTearIve INSTRUOTIONS SECTION 300
Procedure in the Cuse of Later Submitied Sheets

{a) The recelving Office shall indelinly mark, so as
to admit of direct reproduction in any of the manners
set forth in Rule 11.2(a), any sheet received on a date
later than the date on which sheets were first received
with the date on which it received that sheet, inserted
immediately below the international application num-
ber referred to in Section 807.

{b) The receiving Office shall, in the cuse of later
submitted sheets received within the time limits re-
ferred toin Rule 20.2(a) (i) and (i1):

(1) effect the required correction of the interua-
tional filing date, or, where no international flling
date has yet been accorded, of the date of receipt of
the purported international application ;

(ii) notify the applicant of the correction effected
under item (i) above;

(1ii) where transmittals under Article 12(1) have
already been made, notify the International Bureau
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and the International Searching Authority of any

correction effected under item (i) above, by trans-
mitting a copy of the corrected first page of the
request, and forward copies of the later submitted
sheets to the said Bureau and the said Authority

(iv) where transmittals under Article 12(1) have -

not yet been made, attach a copy of the later sub-
mitted sheets to the record copy and the search Copy-
(¢} The receiving Office shall, in the case of later
submitted sheets received after the expiration of the
time limits referred to in Rule 20.2(z) (i) and (i)

(1) notify the applicant of that faet and of the
date of receipt of the later submitted sheets;

(i1} where transmittals under Article 12(1) have
already been made, forward a copy of the later sub-
mitted sheets to the International Burean with the
indication that such sheets are not to be taken into
consideration for the purposes of international
processing ; ‘

(iii) where transmittals under Article 12(1) have
not yet been made, attach a copy of the later sub-
mitted sheets to the record copy with the indication
that such sheets are not to be taken into considera-
tion for the purposes of international processing.

POT ApMINISTRATIVE INSTRUCIIONS SEOTION 311

Renumbering of Sheets of the International
Application

{2} The receiving Office shail, subject to Section 207,
sequentially renumber the sheets of the international
application when necessitated by the additien of any
new sheet, the deletion of entire sheets, a change in the
order of the sheets or any other reason,

(b} The sheets of the international application shall
be provisionally renumbered in the following manner :

(1) when a sheet is deleted; the receiving Office

shall either include a blank sheet with the same num-

ber and with the word “deleted,” or its equivalent in
the language of the international application, below
the number, or insert, in brackets, below the number
of the following sheet, the number of the deleted
sheet with the word “deleted” or its equivalent in
the language of the internationa] application;

(ii} when a sheet is substituted, the receiving Of-
fice shall write below the number of the new sheet
the word “substitute” or its equivalent in the lan-
gauge of the international application ;

(iii) when one or more sheets are added, each
sheet shall be identified by the number of the preced-
ing sheet followed by an oblique stroke and then by a
natural number series, starting always with number
one for the first sheet added after an unchanged
sheet (e.g., 10/1, 15/1, 15/2, 15/3, ete.). When later
additions of sheets to an existing series of added
sheets are necessary, an extra digit shall be used for
identifying the further additions (e.g 18/1, 15/1/1,
165/1/2, 15/2, ete.).

(¢)In the cases mentioned in (i) and (iil) above, it

is recommended that the receiving Office should write,

below the number of the last sheet, the total number of
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the sheets of the international application followed by
the words “TOTAL OF SHEETS” or their equivalent
in the language of the international application. It is
further recommended that, at the bottom of any last
sheet added, the words “LAST ADDED SHEET” or
their eguivalent in the Janguage of the international
application should be inserted.

POT ADMINISTRATIVE INSTRUCTIONS Sporrow 312

Notification of Decizion not to Issue Declurgtion that
the International Application is Considered With-
drawh

‘Where the receiving Offices, after having notified
the applicant under Rule 20.4 of ity intent to issue a
declaration under Article 14(4), decides not to issue
such a declaration, it ghall notify the applicant ac-
cordingly.

37 OFR 1.471 Corrections ond omendments during
international processing. (a) All corrections submitted
to the United States Recelving Office must be in the
form of replacement sheets and be accompanied by a
letter that draws attention to the differences between
the replaced sheets and the replacement sheets, except
that the deletion of lnes of text, the correction of
simple typographieal errors, and one addition or
change of not more than five words per sheet may be
stated in a letter and the United States Receiving
Office will make the deletion or transfer the correction
to the international application, provided that such
corrections do not adversely affect the clarity and adi-
rect reproducibility of the application (POT Rule
26.4).

(b} Amendments of claims submitted to the Interna-
tional Bureau shall be as prescribed by PCT Rule 46.

Derecrs IN THE INTERNATIONAL APPLICATION
Waioca May s CorrEcrED

The following defects must be corrected be-
fore an international filing date can be accorded.
Form PCT/RO/108 is used to call applicant’s
attention to these defects and to invite correc-
tion thereof. The time limit for filing the cor-
rection is fixed by the Receiving Office, It can-
not be less than 10 days or more than one month
from the date of the invitation to correct (PCT
Rule 20.6(b}).

(i) The International application does no?
designate at least one Contracting State.

(i1) The international application does not
contain the name of the applicant or does not
contain at Jeast those minimal indications con-
cerning the name of the applicant which are in-
dicated in PCT Article 11{1) (iii) (¢) and PCT
Rule 20.4 (b). .

(iii) The international application does not
contain a part which, on the face of it, appears
to be a description or a part which, on the face
of it, appears 40 be a claim or claims (PCT
Article 11(1) (1i1) (d) and (e)).
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(iv) The applicant obviously lacks, for
reasons of not being a resident or national of
the United States of America, the right to file
ah international application with the United
%jc;v)ces Receiving Office (PCT Article 11(1)

i)).
{v) The international application is not in
the English language which must be used for
international applications filed with the United
E(‘)j:%t;as Receiving, Office (PTC Article 11(1)

ii)).

(vi) The international application does not
contain an indication that it is intended as an
international application (PCT Article 11(1)
(i) (8)). ‘ ,

The following defects must be corrected with-
in the time period set by the United States Re-
ceiving Office in. the invitation to correct {(form
PCT/R0O/106) to prevent withdrawal of the in-
ternational application (PCT Rule 26.5). If the
correction is timely presented the filing date
will not be changed and the application will
not be withdrawn,

(i) Where the Receiving Office finds that the
international application 4s not signed (PCT
Article (14) (1} {a) (i} and PCT Rules 2, 8,4.1
(d) and 4.15). The time limit for correction is
fixed by the Receiving Office. It must be reason-
able under the circumstances; it cannot be less
than one month and normally not more than
fwo months from the date of the invitation to
correct. Such invitation together with a copy of
the unsigned Request are issued by the Receiv-
ing Office as soon. as possible after the receipt of
international application (PCT Article 14(1)
{(b), PCT Rule 26.2) and Administrative In-
structions Section 3186.

{(i1) The applicant must return the copy of
the Request, properly signed, within the pre-
seribed time limit, Where the Receiving Office
finds that the international application does
not contain the name of the applicant in the
prescribed way or the prescribed indications
concerning the applicant (other than those
specified in Rule 20.4(b) {ii). These indications
include, in particular, the applicant’s address,
residence and nationality (PCT Article 14(1)
{2} (11} and PCT Rules 4.4 and 4.5).

(iil) Where the Receiving Office finds that
the international application does not confain
a title (that is, a title for the claimed invention)
(PC('{‘)) ;&rticle 14{1){a) (iv) and PCT Rule
26.1 .

(iv) Where the Receiving Office finds that the
international application does not confain an
abstraget (PCT Article 14(1) (2) {iv) and PCT
Rule 26.1(Db).

(v) Where the Receiving Office finds that the
international application does not comply, to
the extent provided for in the Regulations, with
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the prescribed physical requirements (PCT
Article 14(1)(a)(v) and PCT Rules 11 and
26.3). The physical requirements are provided
for in detail in PCT Rule 11. Compliance with
them must be checked to the extent that comph-
ance therewith is necessary for the purpose of
reasonably uniform international publication,

(vi) Where the Receiving Office finds that
any of the drawings referred to in the interna-
tional application are, in fact, not included in
that application (PCT Article 14(2) and PCT
Rule 26.6), the time limit for furnishing such
drawings is 30 days from the date on which in-
complete papers were received by the Receiving
Office (PCT Rule 20.2(a) (i1i)). It should be
carefully noted that when missing drawings are
received within 80 days they will be entered
into the application papers, however, the date of
receipt of the application will be wmended to
reflect the date on which the missing drawings
were received. The United States Receiving Of-
fice will notify the applicant of any missing
drawings on form PCT/RO/107. Detailed pro-
cedures in the case where drawings are missing
are set forth in Section 310 of the PCT Admin-
istrative Instructions.

(vii) Where the Receiving Office finds that
sheets of the description or elaims are missing,
the procedures are similar fo these in (v1)
above; and are set forth in detail in PCT Rule
20 and Section 309 of the PCT Administrative
Instructions. :

(viii) If the Receiving Office finds that the
priovity claim fails to meet the requirements of
Rule 4.10(b) in that the name of the country
of filing or the date of filing of the earlier ap-
plication are missing, the priority claim is con-
sidered not to have been made and the applicant
is notified accordingly on form PCT/RQ/121,
?E (I};()JT Administrative Instructions Section

(1x) If the Receiving Office finds that the
claimed priority date does not fall within the
period of one year preceding the International
filing date, it will invite the applicant to amend
or cancel the priority claim using form PCT/
RO/110 (PCT Rule 4.10(d)). The applicant
has one month to respond by amending or can-
celing the priority claim. If no response is timely
received, the Receiving Office will cancel the
priority claim ex officio (Administrative In-
structions Section 314). The amendment or can-
cellation of the priority claim will be acknowl-
edged using forms PCT/RO/111.

ProsenTaTioN oF CORRECTIONS

According to the nature of the defect, the cor-
rection may be stated in a letter only or may
have to-be filed in the form of a replacement
sheet or replacement sheets accompanied by a
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letter (37 CFR 1.471). The details are provided
for in PCT Rule 26.4. Any correction must be
in the English language (PCT Rule 12.2). As
to the signature and other requirements of such
letters, see POT Rule 92.1. The Receiving Office
must inform, and where necessary, transmit
copies of replacernent sheets to the International
Searching Authority.

ConseQueNces oF THE CORRECTION oF DEFECTS

Where the correction is filed with the Receiv-
ing Office within the preseribed time limit and
is found acceptable, the international applica-
tion will be considered valid (PCT article 11
(2) (b)). If the correction relates to any of the
defects referred to in PCT Article 11(1) and
14(2), the international filing date will be the
date on which the correction wag received; if it
relates only to any of the defects referred to in
Article 14(1), the international filing date will
be the date on which the international applica-
tion was received by the Receiving Office.

Cownsequences oF Nor Corrroring DeFrors

Where an acceptable response or correction
is not filed within the preseribed time limit, the
international applcation :

(1) will not be treated as an international
application (and, consequently will not be
accorded an international filing date) if the
defect is one of those referred to in PCT Ax-
ticle 11(1) and PCT Rule 20.7;

(11) will be treated as withdrawn if the de-
fect is one of those referred to in PCT Axticle
14(1) and PCT Rule 26.5. In the case of a de-
fect of this kind referred to in PCT Article
14(2), which remains uncorrected, the ref-
erence to the (missing) drawing(s) in the
international application will be considered
non-existent. Missing sheets will not be en-
tered into the application if not received
within 80 days of the receipt of incomplete
papers (PCT RBule 20.2(a) (1) and PCT Ad-
ministrative Instructions Section 309} ;

(iii) if the priority claim fails to meet the
requirements of PCT Rule 4.10(b}, the pri-
ority claim ig considered not to have been
made and the applicant is notified accord-
ingly (Administrative Instructions Sec-
tion 302).

1845.03 Correction of Obvious Er-
rvors of Transeription
PCT Ruik $1
Obvious Errors of Transoription

41.1 Rectification

(a) Subject to paragraphs (b) fo (g), obvious er-
rors of transcription in the international application or

_//‘\._
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other papers submitted by the applicant may be recti-
fied.

(b} Errors which are due to the fact that something
other than what was obviously intended was written in
the international application or other paper shall be
regarded as obviens errors of transeription. The recti-
fication itself shall be obvious in the sense that anyone
would immediately realize that nothing else could have
been intended than what is offered as rectification.

(¢) Omissions of entire elements or sheets of the
international application, even if clearly resulting from
inattention, at the stage, for example, of copying or
assembiing sheets, shall not be rectifiable.

(d} Rectification may be made on the request of
the applicant. The authority having discovered what
appears to be an obvious error of transcription may
invite the applieant to present a request for rectifica-
tion as provided in paragraphs (e) fo (g).

{e) No rectification shall be made exeept with the
express anthorization:

(i) of the receiving Office if the error ig in the
request.

(ii) of the International Searching Authority if
the error is in any part of the international applica-
tion other than the request or in any paper submitted
to that Authority.

(iii) of the International Preliminary Examining
Authority if the error is in any part of the Inter-
national applieation other than the reguest or In
any paper submitted to that Authority, and

(iv) of the International Bureau if the error is in
any paper, other than the international application
or amendments or correctiong to that application,
submitted to the International Bureau,

(£} The date of the authorization shall be recorded
in the files of the international application.

(g} The authorization for rectification referred to
in paragraph f{e) may be given until the following
events eceur:

(1) in the case of authorization given by the re-
ceiving Office and the International Bureau, the
communieation of the international application under
Article 20;
~ (ii) in the case of authorization given by the In-
ternational Searching Authority, the establishment
of the international search report or the making of
a declaration under Article 17(2) (a);

(iii) in the ease of authorization given by the In-
ternational Preliminary Examining Authority, the
establishment of the international preliminary ex-
amination report.

(h} Any authority, other than the International
Bureau, which authorizes any rectification shall
promptly inform the International Bureau of such
rectification.

PCT Rure 92
Correspondence
92.1 Need for Letter and for Signoture

(a} Any paper submitted by the applicant in the
course of the international procedure provided for in
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the Treaty and these Regulations, other than the inter-
national application itself, if not itself in the form of &
letter, be accompanied by a letter identifying the inter-
national application to which it relates. The letter shall
be signed by the applicant.

(b)Y If the requirements provided for in paragraph
{(a) are not complied with, the paper shail be conhsid-
ered not to have heen submitted.

92.2 Longuage

(a) Subject to the provisions of paragraph (b) and
(¢), any letter or document submitted by the applicant
to the International Searching Authority or the Inter-
national Preliminary Examining Authority shall be in
the same language as the international application to
which it relates.

{b) Any letter from the applicant to the Internsa-
tional Searching Authority or the Intermational Pre-
Hminary Examining Authority may be in a language
other than that of the international application, pro-
vided the said Authority authorizes the use of such
language,

(¢) When a translation is required under Rule 553.2,
ihe International Preliminary Examining Authority
may reguire that any letter from the applicant to the
gaid Authority be ie the language of that translation.

{d) Any letter from the applicant to the Interna-
tional Bureau shall be in English or Freach.

(e) Any letter or notification from the International
Bureau to the applicant or to any national Office shall
be in English or French.

92.83 Mailings by Nationel Ofices end Intergovern-
mental Organications

Any document or letter emanating from or trans-
mitted by a national Office or an intergoverinmental
organization and eonstituting an event from the date
of which any time Hmit under the Treaty or these
Regulations cominences, to run shall be gent by regis-
tered air mail, provided that surface wail may be used
instead of air mail in cagses where surface mail nor-
mally arrives at its destination within 2 days from
mailing or where air mail service is not available.

POT ADMINISTRATIVE INSTRUCTIONS BECEION 109

Notification of Authorizetion or Refusal of
Rectification

Any International Authority which authorizes or re-
fuges rectification of obvious errors of transcription
under Rule 91 shall prompily inform the applicant of
such authorization or refusal and, in the case of Te-
fusal, of the reasons therefor.

Obvious errors of transcription may be recti-
fied (PCT Rule 91) The Receiving Office of
Searching Authority will inform the applicant
of obvious errors of transcription using form
PCT/RO/108 or PCT ISA/216, respectively.
The form will indicate to which Authority the
applicant may request rectification of the error.
In general the Receiving Office may authorize
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rectification of errors in the Request only. The
Searching Authority may authorize rectifica-
tion of errors in the description, claims, abstract
or drawings. The applicant, upon noticing an
error of transcription, may spontaneously pre-
sent a request for rectification to the appro-
priate authority. The Authority will promptly
imnform the applicant of the authorization or the
refusal to authorize the rectification of obvious
errors (PCT Administration Instruction Sec-
tion 109). The forms used by the United States
Receiving Office and the Searching Authority
for authorization or refusal are PCT/RO/109
and PCT/ISA/217.

1860 The International Searching Au-
thority

PCT Apriclz 16 °
The International Searching Awuthority

(1) International search shail be carried out by an
International Searching Authority, which may be either
a national Office or an intergovernmental organization,
such as the International Patent Institute, whose tasks
include the establishing of documentary search reports
on prior art with respect to inventions which are the
subject of applications.

(2) If, pending the establishment of & single Inter-
national Searching Authority, there are several Inter-
national Searching Authorities, each receiving Office
ghall, in accordance with the provisions of the appli-
cable agreement referred to in paragraph (3)(b).
specify the International Searching Authority or Au-
thonities competent for the searching of international
applications filed with such Office,

{8) (a) International Searching Authorities shall be
appointed by the Asgembly. Any national Office and any
intergovernmental organization satisfying the require-
ments referred to in subparagraph (e¢) may be ap-
pointed as International S8earching Authority.

(b) Appointment shall be conditional on the consent
of the national Office or intergovernmental organiza-
tion to be appointed and the conclusion of an agree-
ment, subject to approval by the Assembly, between
such Office or organization and the International Bu-
reau. The agreement shall specify the rights and obli-
gations of the parties, in particular, the formal under-
taking by the said Office or organization to apply and
observe all the common rules of international search.

{¢) The Regulations prescribe the minimum reguire-
ments, particularly as to manpower and documentation,
which any Office or organization must satisfy pefore it
can be appointed and must continue to satisfy while it
remains appointed. '

(d) Appointment shall be for a fixed period of fime
and may be extended for further periods. )

(e) Before the Assembly makes a decision on the ap-
peinﬁm_ent of any national Office or intergovernmental
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organization, or on the extension of ifs appointment,
or before it allows any such appointment fo lapse, the
Assembly shall hear the interested Office or organiza-
tion and seek the advice of the Committee for Technical
Cooperation referred to in Article 56 once that Com-
mittee has been established,

POCT Anrrooe 17

Procedure Before the International Searching
Authority

(1) Procedure before the International Searching Au-
thority shall be governed by the provisions of this
Treaty, the Regulations, and the agreement which the
International Bureau shall conclude, subject to this
Treaty and the Regulations, with the said Authority.

(Z)(a)y If the International Searching Authority
congiders: :

(i) that the international application relates to a
subject matter which the International Searching
Authority is not required, under the Regulations, to
search, and in the particular case decides not to
search, or

(ii) that the deseription, the claims, or the draw-
ings, fail to comply with the prescribed requirements
to such an extent that a meaningful search eould not
be carried out,

the said Authority shall so declare and shall notify the
applicant and the International Bureau that no inter-
national search report will be established.

(b) If any of the situations referred fo in subpara-
graph (a) is found fo exist in connection with certain
claims only, the international search report shall so in-
dicate in respeect of such claims, whereas, for the other
claims, the said report shall be established as provided
in Article 18, .

(3) () If the International Searching Authority con-.
siders that the international application does not com-
ply with the requirement of unity of invention as set
forth in the Regulations, it shall invite the applicant to
pay additional fees. The International Searching Au-
thority shall establish the international search report
on those parts of the internatiomal application which
relate to the invention first mentioned in the claims
(*main inveniion”) and, provided the required addi-
tional fees have been paid within the preséribed time
limit, on those parts of the international application
which relate fo inventions in respect of whieh the said
fees were paid.

{b} The national law of any designated State may
provide that, where the national Office of that State
finds the invitation, referred to in subparagraph (a),

of the Internationzl Searching Authority justified and.

where the applicant has not paid all additional fees,
those parts of the international application which con-
sequently have not been searched shall, as far as ef-
fects in that State are concerned, be considered with-
drawn unless a special fee is paid by the applicant to
the national Office of that State.

SN,
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PCT Rure 25

Receipt_\of the Search Copy by the International
Searching Authority

25.1 Notification-of Receipt of the Search Copy

The International Searching Awuthority shall
prompily notify the International Bureau, the appli-
cant, and—unless the International Searching Author-
ity iy the same as the recelving Office—the receiving
Office, of the fact and the date of receipt of the search
copy.

PCL Rure 28
Defects Noted by the International Bureau or the
Internetionel Searching Authority

28.1 Note on Certain Defects

(a) If, in the opinion of the International Bureau
or of the International Searching Authority, the inter-
national application contains any of the defects re-
ferred to in Article 34(1)(a) (1), (i), or (v}, the
International Bureau or the International Searching
Authority, respectively, shall bring such defects to the
attention of the receiving Office.

{h) The receiving Office shall, uniess it disagrees
with the said opinion, proceed as provided in Article
14(1) (b) and Rule 26.

PCT Rurs 35
The Competent International Searching Authority

35.1 When Only One Internationel Searching Awuthor-
ity is Competent

Tiach receiving Office shall, in accordance with the

terms of the applicable agreement referred to in Arti-

cle 16(3) (b}, inform the International Burean which’

International Searching Authority is competent for the
searching of the international applications filed with it,
and the International Bureau shall promptly publish
such information.

352 When Several Internotional Searching Authorities
are Competent '

{a) Any receiving Office may, in accordance with the
terms of the applicable agreement reférred to in Articie
16(8) (b), specify several International Searching
Authorities:

(i) by declaring all of them competent for any
international application filed with if, and leaving the
choice to the applicant, or ]

{ii) by declaring one ox more competent for cer-
tain kinds of international applications filed with it,
and declaring one or more others competent for other
kinds of international applications filed with it, pro-
vided that, for those kinds of international applica-
tiong for which several International Searching Au-
thorities are deelared to be competent, the c¢hoice
shall be left to the applicant.

(b) Any receiving Office availing itself of the facully
provided in paragraph {(a) shall promptly inform the
International Bureau, and the International Bureau
ghall prompily publish such information,

296-965 0 - 79 - 30
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35 17.8.0. 362 Internationel Searching Authority. The
Patent Office may aect as an Infernational Searching
Authority with respect to internafional applications
in aceordance with the terms and conditions of an
agreement which may be concluded with the Interna-
tional Bureau.

37 ORR 118 The United States International
Searching Authority. (a) Pursuant to appointment by
the Assembly, the United States Patent and Trademark
Office will aet ag an International Searching Author-
ity for international applications filed in the United
States Receiving Office and in other Receiving Offices
as may be agreed upon by the Commissioner, in ae-
cordance with agreement between the Patent and
Trademark Office and the International Bureau (PCT
Art. 16(3} (b)),

{b) The Patent and Trademark Office, when acting
as an International Searching Authority, will be identi-
fied by the full title “United States International
Searching Authority” or by the abbreviation “ISA/
usr

{¢) The major functions of the International Search-
ing Authority include:

. {1) Approving or establishing the title and abstract ;
(2) Considering the matter of unity of invention ;
(3) Conducting international and international-fype

gsearches and preparing international and international-
type search reports (PCT Art. 15, 17 and 18, and PCT
Rules 25, 38 to 45 and 47) ; and

{4) Transmitting the international search report to

the applicant and the International Bureau.

TransMPrTaL oF THE “Searce Copy” 1O THE
INTERNATIONAL SEARCHING AUTHORITY

The “search copy” is transmitted by the Re-
ceiving Office to the International Searching
Authority (PCT Article 12(1)), the details of
transmittal are provided in PCT Rule 23.

Teae Main PROCEDURAL STEPS IN THE
INTERNATIONAL SBARCHING AUTHORITY

The main procedural steps that any interna-
tional application goes through in the United
States International Searching Authority are
the following:

(i) the making of the international search

(PCT Article 15), and

(ii) the preparing of the international
search report (PCT Article 18 and PCT

Rule 43)

CoMPETENT INTERNATIONAL SEARCHING
ATTHORITY

In respect of international applications filed
with. the U.S. Receiving Office, the United
States International Searching Authority,
which is the Examining Corps of the United
States Patent and Trademark Office, is compe-
tent to carry out the international search (PCT
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Article 16, PCT Rules 385 and 38, 35 U.S.C. 362
and 37 CFR 1,413).

1862 The International Search

ArTIoLE 15

The International Sewrch
r

(1} Hach international application shail be the sub-
ject of internationai search.

(2) The objective of the infernational search
diseover relevant prior art.

(8) International search shall be made on the basis
of the claims, with due regard to the description and
the drawings (if any).

{4) The International Searching Authority referred
to in Article 18 shall endeavor to discover ag much of
the relevant prior art as its facilities permit, and ghall,
in any case, consult the documentation specified in the
Regulations.

(B)(a) If the national law of the Contracting States
g0 permits, the applicant who files a national applica-
tion with the national Office of or acting for such State
may, subjeet to the conditions provided for in such law,
request that a search similar {o an icternational search
(“internationai-type search”) be earried out on such
application.

(b)Y If the national law of the Contracting State so
permits, the national Office of or acting for such State
may subject any national application filed with it to
an international-type search.

{e} The international-type search shall be carried
out by the International Searching Authority referred
to in Article 16 which would be competent for an inter-
national search if the national application were an in-
ternational application and were filed with the Office
referred to in subparagraphs (a) and (b). If the
national application is in a language whieh the In-
ternational Searching Authority considers it is not
equipped to handle, the international-type search shall
he carried out on a translation prepared by the appli-
cant in a language prescribed for international ap-
plications and which the International Searching
Authority has undertaken to accept for international
applications. The national application and the trans-
lation, when required, shall be presented in the form
preseribed for international applications.

is to

PCT Ruie 33
Relevant Prior Art for the International Search
83.1 Relevant Prior Art for the Internctional Search

(2) For the purposes of Article 15(2), relevant prior
art shall consist of everything which has heen made
available to the public anywhere in the world by means
of written disclosure (inecluding drawings and other
illustrations) and which is eapable of being of assist-
ance in determining that the elaimed invention is or
is not new and that it does or dees not involve an
inventive step (ie. that it iz or is not obvious), pro-
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vided that the making available to the public cceurred
prior to the international filing date.

(b} When any written disclosure refers to an oral
disclosure, use, exhibition, or othér means whereby the
contents of the written disclosure were made available
to the publie, and such making available to the public
oceurred on & date prior to the infernational filing date,
the international search report shall separately men-
tion that fact and the date on which it oceurred if the
making available to the public of the written disclosure
oceurred on a date posterior to the international fling
date.

(e} Any published gpplication or any patent whose
publication date is later but whose filing date, or, where
applicable, claimed priority date, is earlier than the
international filing date of the international applica-
tion searched, and which would constitute relevant
prior art for the purposes of Article 15(2) had it been
published prior to the international filing date, shall
be specially mentioned in the international search
report.

33.2 Fields to be Covered by the Internationel Search

(a) The international search shali cover all those
technical fields, and shall be carried out on the basis
of all those search files, which may contain material
pertinent t¢ the invention.

(b} Congequently, not only shall the art in which
the invention is clagsifiable be searched but also analo-
gous arts regardless of where clagsified.

(e} The guestion what arts are, in any given case,
to be regarded as analogous shall be considered in the
light of what appears to be the necessary essential
function or use of the invention and not only the spe-
cifle funetions expressly indicated in the international
application.

(@) The international search shall embrace all sub-
ject matter that is generally recognized ag equivalent
to the subject matter of the claimed invention for all
or certain of its features, even though, in its specifics,
the invention as deseribed in the international applica-
tion ig different,

33.3 Orientation of the International Search

(a) International search shall be made on the basis
of the claims, with due regard to the deseription and
the drawings (if any) and with particelar emphasis on
the inventive concept toward which the claims ave
directed.

{b) Insofar as possidle and reasonable, the inter-
national search shall cover the entire subject matter
to which the claims are directed or to which they might
reasonably be expected to be directed after they have
been amended.

PCT RuLe 34

Minimum Doeumentation
84.1 Definition

(a) Mhe definitions contained in Article 2 (i) and
{ii) shall not apply for the purposes of this Rule.

Pl
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(b) The documentation referred to in Article 15(4)
(“minimum documentation”} shall consist of

(1) the *national patenf documents” as specified
in paragraph {c).

(ii) the “national patent documents” as gpecified
in paragraph (c),

(ii) the published international (PCT) applica-
tiong, the published reglonal applications for patents
and inventors® certificates, and the published regional
patents and inventors’ certificates,

(ifi) such other published items of non-patent
literature as the International Searching Authorities
ghall agree upon and which shall be published in a
list by the Internationsl Bureau when agreed npon
for the first time and whenever changed.

{¢) Subject to paragraphs (d) and (e), the “ra-
tional patent documents” shall be the following:

(i) the patents issued in and afier 1920 by T'rance,
the former Reichpatentamt of Germany, Japan, the
Soviet Union, Switzerland (in Krench and German
languages only}, the United Kingdom, and the United
States of America;

(it} the patents issued by the Federal Republie of
Germany,

(i) the patent applications, if any, published in
and after 1920 in the countries referred to in items
{i} and (ii),

(iv) the inventors’ certificates issued by the Soviet
Union,

(v) the utility certificates issued by, and the pub-
lished applications for utility certificates of, ¥rance,

(vi) such patents issued by, and such patent ap-
plieations published in, any other country affer 1920
ag are in the English, French, or German language
and in which no priovity iz claimed, provided that
the pational Office of the interested country soris out
these documents and places them at the disposal of
each International Searching Authority.

{d) Where an application is republished once (for
example, an Offenlegungschrift as an Auslegeschrift)
or more than once, no Internatiomal Searching Au-
thority shall be obliged to keep all versions in ity docu-
mentation ; consequently, each such Authority shall be
entitled not to keep more than one version. Further-
more, where an application is granted and iz issued in
the form of a patent or a utility certificate (France),
no International Searching Authority shall be obliged
to keep both the application and the patent or utility
certificate (France) in ite documentation; conse-
guently, each such Authority shall be entitled to keep
either the application only or the patent or utility
ceriificate (France) only.

{e) Any Infernational SBearching Authority whose
official language, or one of whose official languages, is
not Japanese or Russian Is entitled not to include in
its documentation those patent documents of Japan
and the Soviet Union, respectively, for which no ab-
stracts in the English language are generally available.
English abstracts becoming generally available after
the date of entry into force of these Regulations shall

1862

require the inelusion of the patent documents to which
the abstracts refer no later than 6 months after such
abstracts become generally available. In case of the
interruption of abstracting services in English in tech-
nical fields in which English abstracts were formerly
generally available, the Asserbly shall take appropri-
ate measures to provide for the prompt restoration of
such services in the said fields.

{f) For the purposes of this Rule, applications which
have only been laid open for public inspection are not
considered published applications.

POT Rure 36

Mintmum Requirements for Interantionel Searching
Authorities

86.1 Definition of Minimim Reguirements
The minimum reguirements referred to in Article
16(8) (e) shall be the following:

(i) the national Office or intergovernmental organi-
zation must have at least 100 full-time employees
with sufficient technieal gqualifications to carry out
searches; :

(ii} that Office or organization must have in its
possession at least the minimum documentation re-
ferred to in Rule 84, properly arranged for search
DUTPOReS ;

(iit) that Office or organization must hiave a stafl
which is capable of searching the reguired technical
fields and which has the language facilities to under-
stand at least those languages in which the mini-
mum documentation referred to in Rule 84 is writ-
ten or is translated.

POE Rure 39
Subject Matter Under Article 17(2) (a} (3)
89.1 Definition
No International Searching Authority shall be re-
quired to search an international application if, and to
the extent to which, its subject matter ig any, of the
following :

(1) scientific and mathematical theories,

(ii) plant or animal varieties or essentially biologi-
cal proceses for the production of plants and animals,
other than microbiclogical processes and the prod-
uets of such processes,

{iii) schemes, rules or methods of doing business,
performing purely mental acts or playing games,

{iv) methods for treatment of the human or animal
body by surgery or therapy, @s well as diagnostic
methods,

{(v) mere presentations of inforuzation,

(vi) computer programs to the extent that the
International Searching Authority is not equipped
to search prior art comcerning such programs.
POT ADMINISTRATIVE INgTructions Spcrown 501

Corrections Sulmitied to the Internetional Searching
Authority Concerning Ewxpressions, efe., not to be
used in the International Applicetion
Where the applicant submits corrections to the In-
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ternational Searching Authority aimed at complying
with the prescription of Rule 9.1, that Authority shall
transmit coples of such corrections te the receiving
Office and the International Bureau.

The objective of the international search is to
discover relevant prior art (PCT Article 15
(2)). “Prior art” consists of everything which
has been made available to the public anywhere
in the world by means of written disclosure (in-
cluding drawings and other illustrations) ; it is
“relevant” in respect of the international appli-
cation if it is capable of being of assistance ir
determining that the claimed invention is or is
not new and that the claimed invention does or
does not involve an inventive step (i.e., that it
is o1 is not obvious), and if the making available
to the public occurred prior to the international
filing date, for further details see PCT Rule
33, The international search is made on the basis
of the claims, with due regard to the description
and the drawings (if any) contained in the in-
ternational appﬁe&tion (PCT Article 15(3)).

Docomenis SeArcHnn By THE INTERNATIONAL
SEARCHING AUTHORITY

The International Searching Authority must
endeavor to discover as much of the relevant
prior art as its facilities permit (PCT Article
15(4)), and, in any case, must consult the so-
gz?sled “minimum documentation” (PCT Rule

Cerraiy Suprror Marter NErp Not 3w
SEARCHED

No International Searching Authority is re-
quired to perform an international search where
the international application relates to any of
the following subject matters: (i) scientific and
mathematical theories, (ii) plant or animal vari-
ties or essentially biological processes for the
production of plants and animals, other than
microbiological processes and the products of
such processes, (1ii) schemes, rules or methods
of doing business, performing purely mental
acts or playing games, (iv) methods for treat-
ment of the human or animal body by surgery
or therapy, as well as diagnostic methods, (v)
mere presentation of information, and (vi) com-
puter programs to the extent that it, the said
Authority) is no equipped to search prior art
(PCT Article 17(2) (a) (i) and PCT Rule 39).
The applicant planning to file an international
application may be well advised not to file one if
the subject matter of the application falls into
one of the above mentioned areas; if he still does
fite, the United States International Searching
Authority may declare that it will not establish
an international search report. It is to be noted
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nevertheless that the lack of the international
search report in such case will not have, in it-
gelf, any influence on the validity of the inter-
national application and the latter’s processing
will continue, including its communication to
the designated Offices.

No Searcu Requirep ¢ Crarms ske UUNCLEAR

If the International Searching Authority
considers that the description, the claims, or the
drawings fail to comply with the prescribed
requirements to such an extent that a meaning-
ful search could not be carried out, it may de-
clare that it will not establish a search report
(PCT Axticle 17(2){(a)(i1) and (b)). Such
declaration may also be made in respect of some
of the claims only. This may be particularly the
case where the description or the claims are un-
clear. The lack of the international search re-
port will not, in itself, have any influence on the
validity of the international application and the
latter’s processing will continue, including its
communication to the designated Offices, Where
only some of the claims ave found to be “un-
searchable,” the International Searching Au-
thority will not search them, but will search the
rest of the international application, Any un-
searched claims will be indicated in the Search
Report.

1863 The International Search
Report
PCT Arpiore 18
The Internationgl Search Report

(1) The international search report shall be estab-
lished within the prescribed time limit and in the
prescribed form.

{2) The internationzl search report shall, as soon

as it bas been establighed, be transmitted by the Inter-

national Hearching Authority to the applicant and the
International Bureau.

(8} The international gearch report or the declara-
tion referred fo in Article 17(2) (a) shall be fransiated
a8 provided in the Regulations. The translations shall
be prepared by or under the responsibility of the Inter-
national Bureau.

PCT Rure 37
Missing or Defective Title

87.1 Lack of Title

If the international application does not contain a
title and the receiving Office has notified the Interna-
tional Searching Authority that it hasg invited the ap-
plicant to correct such defeet, the International Search-
ing Authority shall proceed with the international
search unless and until it receives notification that the
gaid application is considered withdrawn.

TN
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872 Pstablishment of Title

1f +he international application does not contain a
tifle and the International Searching Authority has not
received a notification from the receiving Office to the
effect that the applicant has been invited to furnish a
title, or if the said Authority finds that the title does
not comply with Rule 4.3, it shall itself establish &
title.

PCT Ruie 38
Missing Abstract

88.1 Lack of Abstract

If the international application does not coniain an
abstract and the receiving Office has notified the Inter-
national Searching Authority that it has invited the ap-
plieant to correct such defect, the International Bearch-
ing Authority shall proceed with the international
search unless and until it receives notifieation that the
gaid application is comsidered withdrawn.

88.2 Bstablishment of Absiract

{a) If the international application does not contain
an abstract and the International Searching Authority
hag not received a notification from the receiving Of-
fice to the effect that the applicant has been invited to
furnish an abstraet, or if the sald Authority findg that
the abstract does not comply with Rule 8, it shall itself
establish an abstract (in the language in which the
international application is published). In the latter
case, it shall invite the applicant to comment on the
abstract established by it within 1 month from the
date of the invitation.

(b} The definitive contents of the abstract shall be
determined by the International Searching Authority.

PCT RuLe 48
The International Search Repori

43.1 Identifications

The international mearch report shall identify the
International Searching Authority which established it
by indicating the name of such Authority, and the
international application by indieating the interna-
ticnal application number, the name of the applicant,
the name of the receiving Office, and the international
filing date.

48.2 Dates

The international search report shall he dated and
ghall indicate the date on which the international
gegrch was actually completed. It shall also indicate
the filing date of any earlier application whose prior-
ity is claimed. ’

48.8 Olassification

{a) The international search report shall contain
the classification of the subject matter at least accord-
ing to the International Patent Classifieation.

{b) SBuch classification ghall be effected by the In-
ternational Searching Authority.
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48.4 Language

Every international search report and any declara-
tion made under Article 17(2)(a) shall be in the
langnage in which the international application to
which it relates is published.

8.8 Citations

{a) The international search report shall contaln
the citations of the doeuments considered to be rele-
vant,

(b) The method of identifying any cited document
shall be regulated by the Administrative Instructions.

(e) Citationsg of particular relevance shall be spe-
cially indicated,

{d) Citations which are not relevaml to all the
claims shall be cited in relation to the claim or claims
to which they are relevant.

{e) If only certain passages of the cited document’
are relevant or particularly relevant, they shall be
identified, for example, by indicating the page, the
column, or the lines, where the passage appears.

3.6 Fields Reorched

(2) The international search report shall Iist the
clagsification identification of the fields searched. If
that identification is effected on the basis of a classi-
fication other than the International Patent Classifi-
cation, the International Searching Authority shall
publish the classification used. .

¢(b) If the international search extended to patents,
inventors’ certificates, utility certificates, utility mod-
els, patents or cerfificates of addition, inventors' cer-
tificates of addition, utility certificates of addition, or
published applications for any of those kinds of pro-
tection, of States, periods, or languages, not included
in the minimum documentation as defined in Rule 34,
the international search report shall, when practicable,
identify the kinds of documents, the States, the peri-
ods, and the languages to which it extended. For the
purposes of this paragraph, Article 2(ii} shall not ap-
ply. -
437 Remarks Concerning Unity of Invention

If the appleant paid additional fees for the interna-
tional search, the international search report shall se
indicate. Furthermore, where the international search
was made on the main invention only (Article 17(3)
(a)), the international search report shall indicate
what parts of the international application were and
what parts were not searched.

43.8 Signolure

The international search report shall be signed by
an authorized officer of the Internatiomal Searching
Authority.

43.9 No Other Matier

The internstiona)l search report shall eontain no
matter other than that enumerated in Rules 88.1(b)
and (e), 481, 2, 8 5, 6, 7 and 8 and 442(a) and
(b), and the indication referred to in Article 17(2)
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(b). In particular, it shall contain no expressions of
opinion, reasoning, arguments, or explanations.
48.10 Form

The physical requirements as to the form of the in-
ternational search report shall he prescribed by the
Administrative Instructions,

PCT Rure 44

Transmittal of the Internotionel Seorch Report, ete.

A Copies of Report or Declgration

The International Searching Authority shall, on the
same day, transmit one copy of the international
search report or the declaration referred to in Article
17(2) (2} to the International Bureau and one copy to
the applicant.

44.2 Pitle or Abstract

(2) Subject to paragraphs (b) and (e}, the interna-
tiomal search report shall either state that the Interna-
tional Searching Authority approves the title and the
abstract as submitted by the applicant or be accom-
panied by the text of the title and/or abstract ag es-
tablished by the International Hearching Authority
under Rules 37 and 38.

() If, at the time the international search is com-
pleted, the time limit allowed for the applicant to com-
ment on any suggestion of the International Searching
Authority in respect of fhe abstract has not expired,
the international search report shall indicate that it is
incomplete as far as the abstract is concerned.

{e} Ag soon a8 the time limit referred to in para-
graph (b) hasg expired, the International Searehing
Authority shall notify the ahstract approved or estab-
Hshed by it to the International Bureau and to the
applicant.

44.8 Copies of Cited Documents

{a) The request referred to in Article 20(3) may
be presented any time during 7 vears from the inter-
national filing date of the International application to
which the international search reporf relates,

(b) The International Searching Authority may ve-
quire that the party (applicant or designated Offiee)
presenting the request pay to it the cost of preparing
and mailing the copies. The level of the cost of pre-
paring copies shall be provided for in the agreements
referred to in Article 16(3) (b) between the Interna-
tional Searching Awthorities and the International
Burean.

(¢) Any International Searching Authority not
wishing to send copies direct to any designatéd Cffice
shall send a copy to the International Burehu and the
International Bureau shall then proceed as provided in
paragraphs (a) and (b).

(d) Any International Searching Anthority may per-
form the obligations referred to in {a) to (o) through
ancther agency responsible to it
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POT ADMINISTRATIVE INSTRUCTIONS Snotron 508

Hethod of Identifying Documents Cited in the
International Seerch Report

Identification of any document cited in the inter-
natonal search report referred in Rule 43.5(d) shall
be made by indicating the following elements in the
order in which they are listed:

(a) In the case of any patent documeni (patent
documents being patents within the meaning of Aril-
cle 2(ii) as well as published applications relating
thereto) :

(i} the Office that issued the document, by the
two-letter code as in Annex B '

' (i1} the kind of document, by the appropriate sym-

bols asin dnnex ¢

(ii1) the number of the document as given to it
by the Office that issued it (for Japanese patent
documents the indication of the year of the reign of
the Emperor must precede the serial number of the
patent docurnent) ;

(ivy the date of publication of the cited patent
document as indicated thereon;

{v) where applicable, the pages, columns or lines
where the relevant passages appear, or the relevant
figures of the drawings; and

(vi) the name of the patenteé or applicant.
("I'ne following example ilustrates the citation of a

patent docurnent aecording to paragraph (o) above:

JB, B, 5014635, published 28 May 1975, see column 4,
lines 8 to 27, NCR Corporation.) '

(b) In the case of any book or other separetely
issued publicaiion;

(i) the name of the author;

{ii) the title. (including, where applicable, the
number of the edition and/or volume) ;

(3ii) the year of publication (when this coincides
with the year of the international application or of
the priority claim, the International Searching Au-
thority shall endeavor to Geterrmine the month and,
if necessary, the day of publication and to indicate
these data in the international search report);

{iv) the name of the publisher;

{v) az far as available, the place of publication
where only the loeation of the publisher appears on
the book or other separately igsued pubHeation, then
that location shall be indicated as the place of publi-
cation) ; and

{vi) where applicable, the pages, columng or lines
where the relevant passiges appear, or the relevant
figures of the drawings.

{The following example illustrates the citation of a
book or other separately issued publication according
to paragraph (b) above:

H. Walton, “Microwave Quantum Theory,” Volume
2, published 1973, by Sweet and Maxwell {London},
see pages 1388 to 192, especially pages 146 to 148.)

(¢} In the case of any orticle published in a period-
ieal or other serial publication:

ST
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{i) the title of the periodical or other serial
publicaiion ;

{(ii})- the number of the volume and the date of ithe
igsue in which the article appears;

(iii) as far as available, the place of publication
{where only the location of the publisher appears in
the periodical or other serial publication, then that
jocation shall be indicated as the place of publica-
tion) ;

{iv) the author and the tifle of the article and
the number of the page both on which the article
starts and ends; and

(v} where applicable, the pages, columng or lines
where the relevant passages appear, or.the relevant
figures of the drawings,

(The following example illustrates the citation of
an article published in a periodical or other serial
publication according to paragraph (e} above:

IBM Technical Disclosure Bulletin, Volume 17 No. §,
issued October 1974 (Armenk, New York}, J. G. Drop,
“Integrated Circuit Personalization at the Module
Level see pages 1344 to 1545.)

(d) In the cuse of absiracis:

(1) the identification of the decument containing
the abstract in the manner set forth in paragraphs
(), (b} and (¢} respectively, depending upon
whether the abstract is contained in a patent docu-
ment, in a book or other separately issued publica-
tion, or in an article published in a periodical or
other serial publication;

{ii} in the case where the abstract is not published
together with the full text document which served
as its basig, the identification of both abstract and
full text document on the basis of whatever biblio-
graphic data may be available in respect thereto.
(The following example illustrates the citation of an

abstract according to paragraph (d) (ii) above:

Chemical Abstracts, Volume 75, No. 20, issued 15
November 1971 (Columbus, Ohio, U.8.A)), D. L
Shetulov, “Surface Effects Puring Mental Fatigue,”
gee page 163, column 1, the abstract No. 120718k, Fis.-
Khim., Mekh., Mater. 1971, 7(2), 7-11 (Russ).)

POT ADMINISTRATIVE INSTRUCTIONS SECTION 504

Classification of the Subject Maitter of the
International Application

(a) Where the subject matter of the international
application is such that classification thereof requires
more than one classification symbol according to the
prineiples to be followed in the application of the In-
ternational Patent Classification to any given patent
document, the international search report shall in-
dicate all such symbols,

(b) Where any national classification system is used,
the international searveh report may indicate all the
applicable classification symbols also according to that
system,

465

1863

(c); Where the subject matter of the international
application is classified both aecording to the Interna-
tional Patent Classification and to'any national classifi-
cation system, the international search report shall,
wherever possible, indicate the corresponding syymbols
of both classifications opposite each other.

POT ADMINISTRATIVE INSTRUCTIONS Seoriow 505

Indication of Citations of Particular Relevance in the
Internotional Search Report

Where any deocument cited in the international
search report is of particular relevance, the gpecial
indication required by Rule 43.5(c) shall consist of the
letter “X' placed next to the cifation of the said
document.

POT ApMINISTRATIVE INSTRUCTIONS Sporrow 507

Manner of Indicating Certain Special Cuategories of
Documente Cited in the International Search Report

(a) Where any document cited in the international
search report refers to an oral disclosure, use, exhibi-
tion, or other means referred to in Rule 33.1(%), the
separate indication required by that Rule shall con-
sist of the letter “O" placed next to the citation of the
said document.

(b) Where any document cited in the international
gearch report is a published application or patent as
defined in Rule 33.1{¢), the special mention requirved
by that Rule shall consist of the letter “B” placed next
to the eitation of the said doeument.

{¢) Where any document cited in the international
search report is a document which defines the general
gtate of the art, it shall be indicated by the letter “AY
placed next to the citation of the sald document.

(d4) Where any document cited in the international
seareh report iz a document whose publication date
occripred earlier than the international Rling date of
the international application, but later than the prier-
ity date claimed in that application, it shall be in-
dicated by the letter “P" next to the citation of the said
document.,

(e) Where any document cited in the international
search report is a document whose publication date
cecurred after the filing date or the priority date of
the international application and is not in conflict with
the said application, but is cited for the principle or
theory underlying the invention, which may be useful
for a better understanding of the invention, ov is cited
to show that the reasoning or the facts underlying the
invention are incorrect, it shall be indicated by the
letter “T"" next to the citation of the document.

() Where in the international search report any
document is cited for reasons other than those referred
to in the preceding paragraphs, such document shall be
indicated by the lefter “L” next to the citation of the
document.
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PCT ADMINISTRATIVE INSTRUCTIONS SECrionN 508

Manner of Indicating the G;aims to which the Doou-
ments Cited in the International Bearch Report are
Relevont

The claims to which cited documents are relevant
shall be indicated by placing in the appropriate col-
umn of the international search report:

{i} where the cited document is relevant o one
claim, the number of that claim ; for example {2) or
(17);

(ii} where the cited document is relevant to two
or more claims numbered in consecutive order, the
numbers of the first and last claims of the series
connected by a hyphen; for example, (1-15) or
(2-8);

{iii) where the cited document is relevant to two
or more claims that are not numbered in consecn-
tive order, the number of each claim placed in
ascending order and separated by a comma or
commas ; for example (1, 6) or {1, 7, 10} ;

(iv) where the cited document is relevant to more
than one series of claims under (ii) above, or to
claims of both categories (ii) and (iii) above, the
series or individual claim numbers znd series placed
in ascending order using commas to separate the
several series, or to separate the numbers of in-
dividual claims and each series of claims; for ex-
ample, (1-6, 9-10, 12-15) or (1, 3-4, 6, 9-11),

CoNTENTS OF THE INTERNATIONAL SEARCIH
Rerorr

The international search report (PCT Rule
43) contains, among other things, the citations
of the documents considered to be relevant
(PCT Rule 43.5 and Administrative Instruc-
tions Section 508), the classification of the sub-
ject matter of the invention (POT Rule 43.3
and Administrative Instruction Section 504)
and an indication of the fields searched (PCT
Rule 43.6). Citations of particular relevance
must be specially indicated (Administrative In-
struction Section 505) ; citations of certain spe-
cific categories of documents are also indicated
(Administrative Instructions Section 507) ; ci-
tations which are not relevant to all the claims
must be cited in relation to the claim or claims
to which they are relevant (Administrative In-
struction Section 508) ; if only certain passages
of the cited document are particularly
relevant, they must be identified, for example,
by indicating the page, the column or the lines,
where the passage appears, The international
search report form, PCT/ISA /210 appears in
Annex O. It is important to note that an inter-
national search report must not contain any ex-
pression of opinion, reasoning, argument or ex-
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planation of any kind whatsoever relating to
patentability.

TRANSMITTAL OF THE INTERNATIONAL SEARCH
RBerort

The United States International Searching
Authority transmits, on the same day, a copy
of the international search report together with
a copy of all the prior art cited or, where no
search report is established, the declaration to
that effect, to the applicant and the Interna-
tional Bureau (PCT Article 18(2) and PCT
Rule 44.1). The International Bureau uses the
search report for publication and communica-
tion to the designated Offices.

Tyreg OF THE INVENTION OR ABSTRACT Missing
or DerecTive

If the title of the invention or the abstract
are missing or defective, the International
Searching Authority will establish a proper ti-
tle or abstract. When the International Search-
ing Authority finds that the abstract is defec-
tive, it will prepare a new abstract and allow
the applicant 30 days to comment. For further
details, see PCT Rules 37, 38, and 44.2

1865 Time Limit for Establishing the
International Search Report

PCT Ruip 42
Time Limits for International Search

42.1 Time Limit for International Search

All  agreements concluded with International
Searching Authorities shall provide for the same time
1imit for establishing the international search report
or the declaration referred to in Article 17(2) (2). This
time limit shall not exceed 8 morths from the receipt of
the search copy by the Internationat Searching Author-
ity, or 9 months from the priority date, whichever time
limit expires later. For a transitional period of 3 years
from the entry into force of the Treaty, time limits for
the agreement with any International Searching Au-
thority may be individually negotiated, provided that
such time limifts shall not extend by more than 2
months the time limits referred to in the preceeding
sentence and in any case shall not go beyond the expi-
ration of the 18th month after the priority date.

The international search report should, as a
general rule, be established within three months
from the receipt of the search copy by the In-
ternational Searching Authority, or within nine
months from the priority date (for the defini-
tion of “priority date”, see PCT Article 2(x1},
whichever time limit expires later (PCT Arti-
cle 18(1) and PCT Rule 42).

.
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INTERNATIONAL SEARCH REPORT

I CLASSIFICATION OF SUBJECT MATTER (f ceveral alasslfication symbols apply, Indicate afi) 5

international Application No ECT /US78/00002

1865

-

According to International Patent Classification {HPC) or to both National Classificatlon and IPC

INT. CL.2 B23K 37,04, 37/00; B25B 05/00, 13/40
U.5. CL, 269/228; 81/91B; 269/238

Il FIELDS SEARCHED

Mintmum Docirmentetion Searched 4

Clasaification System Clasatication Symbols

u.s. 269/228, 238
81/91B
157/1.28, 1.31

Documentation Soarched other than Mintmum Documentation
1o the Extent that such Documents are Included In the Flelds Searched 5

. DOCUMEKTS CONSIDERED TO BE RELEVANT 1+

Category ¢ Citatlon of I3 1, 10 with indleation, where appropriate, of the relevant passages f’ Relevant to Claim No, 18
X JP, B, 34-6199, Published 16 July 1959 1, 3, 5
X,p Us, A, 4,046,363, Published 06 September
1977, See Col. 1, lines 10-19, Whitley 1
AE 80U, A, 401460, Published 02 June 1978 1
A JP, A, 50-154134, Published 11 Décember 1975 2
A U8, A, 3,619,891, Published 16 November 1971
Harrison 1
A, |'DE, A, 2607986, Published 01 September 1977 1-2
A N, American Machinist, issued 29 August 1946,

James Taylor, Long-Extension Adjustable
Toggle Moves Heavy Slabs Smoothly,

See Page 123 i-4
* Speclal cateporias of cited d te: 35
“A" d deflning the g 1 otate of the art “P" documeant pubtiahed prior to the internationsl filing data but
“g" oarller document but pubfished on or after the internationat on or after the pricrity date clalmed
fing date “T" later documant published on or &fter the intarnational filing
“L" document cied for special reason other than {hoge roforred gata or pricrity date and not in conflict with the application,
to in the other categorles A fnivent!an the p ple or thaory ying
“Q" document referring to an oral discloswe, use, exhibition or wen o N o L .
othot moans X of p
1V. CERYIFICATION
Data of the Actual Completion of the | tional Search ¥ Date of Maliing of this International Search Report 8
03 August 1978 {Mailed by PCT Central)

International Searching Authority * 8l ro ofAuthoriz Omw g .
ISA/US Jﬁﬁgg? itrerTi

¥orm POTIHSAR0 (second sheet) {Gctoboer 1977} See notes on accompanylng sheet
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1867 Refund of International Search
Tee

37 OFR 1.446 Refund of international application fl-
ing and processing fees. (a) Money paid for interns-
tional application fees, where paid by actual mistake
or in exeess, such 88 a payment not reguired by law
or Treaty and its Regulations, will be refunded.

{(b) Refunds of a portion of the search fee may be
made if the international search report is wholly or
partly based on an earlier infernational or interna-
tional-type search (PCT Rules 16 and 41). The amount
of the refund will be as determined by the examiner
according to the value of the prior international-
type search or international seavch as 909, 45% or 0%
of the international search fee. If the amount of the
refund is not a multiple of $5.00, it will be rounded to
the next higher multiple of $8.00. See § 1.26 for refund
of a portion of the international search fee during sub-
sequent national examination of the application.

{c} Refund of the supplemental search fees will be
made if such refund is determined to be warranted by
the Commissioner or the Commissioner’s designee aect-
ing under POT Rule 40.2(c}.

{d) The international and search fees will be re-
funded if no international fling date is accorded (PCT
Rules 15.6 and 16.2).

The applicant may be entitled to a refund of
the search fee by the United States Interna-
tional Searching Aunthority where the invention
claimed in & later filed intermational application
has been the subject of an international search
by the United States International Searching
Authority on an earlier filed international ap-
plication, Another possibility of a search fee
refund arises when an earlier search is con-
ducted by the U.S. Patent and Trademark Of-
fice 01)1 a national application (87 CFR 1.26 and
1.446).

Exrene anp Conprzons or Reruwnos oF THE
Searcr Frp

Refunds of s portion of the search fee may
ba made if the international search report is
wholly or partly based on an earlier interna-
tional or international-type search conducted
by the United States Patent and Trademark
Office (PCT Rules 16 and 41), The amount of
the refund will be as determined by the exam-
iner according to the value of the prior inter-
national-type search or international search as
90%%, 45% or 0% of the international search fee.

The criteria for refunds of the indicated per-
centages are as follows: ’

Peroent
A. The prior search was substantially
complete; only an updating
gearch or short search for an ad-
ditional detail was required_____ 90

MANUAL OF PATENT EXAMINING PROCEDURE

Percent
B. The prior search was of some sig-
nificant benefit but not enough to
Justify a 90% refund. oo
C. The prior search was of very little
or 10 value. .o S
Refund of the supplemental search fees will
be made if such refund is determined to be war-
ranted by the Commissioner of Patents and
ifor;,(%er)narks or his designee acting under Rule
2{c). ‘

1868 Unity of Invention

PCT Ruwe 40
Lack of Unity of Invention (Internationel Search)

40.1 Initation to Pay

The invitation to pay additional fees provided for in
Article 17{8) (&) shall specify the reasons for which
the international application is not congidered as com-
plying with the requirement of unity of invention and
shall indicate the amount to be paid.

40.2 Additional Fees

(a) The amount of the additionsl fee due for search-
ing under Article 17(3) (a) shall be defermined by
the competent Iunternational Searching Authority.

{b) The additional fee due for searching under Ar-
ticle 17(3) (a) shall be payable direct to the Interna-
tional Searching Authority.

{e} Any appHecant may pay the additional fee under
protect, that is, accompanied by a reasoned statement
to the effect that the international application complies
with the requirement of unity of invention or that the
amount of the required additional fee is excessive.
Such protest shall be examined by a three-member
board or other special instance of the International
Searching Authority or any competent higher author-
ity, which, to the extent that it finds the protest justi-
fied, shall order the fotal or partial relmbursement to
the applicant of the additional fee. On the request of
the applicant, the text of both the protesi and the de-
cigion thereon shall be notified to the designated Of-
fices together with the international search report. The
applieant shall submit any translation thereof with the
furnishing of the translation of the international appli-
cation required under Article 22. :

(d} The three-member board, special instance or
competent higher authority, referred to in paragraph
(¢}, shall not comprise any person who made the de-
cigion which is the subject of the protest.

40.8 Time Limdt

The time Hmit provided for in Article 17(3)(a)
shall be fixed, in each case, according to the cirecum-
stances of the case, by the International Searching Au-
thority: it shall not be shoriter than 15 or 30 days,
respectively, depending on whether the applicant's ad-
dregs is in the same country as or in a different coun-
try from that in which the International Searching

ST
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Authority is located, and it shall not be longer than 45
days, from the date of the invitation.

POT ADMINISTRATIVE INSTRUCTIONS SEcTioN 502

Protest Against Payment of Additional Fee end
Decision Thereon

The International Searching Authority shall travs-
mit to the applicant, at the latest, together with the
international search report, any decision which it has
taken under Rule 40.2{¢) on the protest of the appli-
eant against the payment of the additional fee. At the
same time, it shall transmit to the International Bu-
reau a copy of both the protest and the decision there-
on, as well as any request by the applicant to forward
the texts of both the protest and the decision thereon
to any of the designated Offices. )

37 GFR 1.481 Determination of unity of invention
before the Internationol Searching Authority. (a) Be-
fore establishing the international search report, the
International Searching Authority shall determine
whether the international application complies with
the requirement of wnity of invention as set forth in
POT Rule 18 and as set forth in §§ 1.141 and 1.146
except as modified below in this section.

(b} If the Iaternational Searching Authority con-
siders that the international application does not com-
ply with the requirement of unity of invention, it shall
inform the applicant accordingly and invite the pay-
ment of additional fees (note § 1445 and PCT Art.
17¢8) (a) and POT Rule 40). The applicant will be
‘given a time peried in aceordance with PCT Rule 40.83
to pay the additional fees due.

{¢) In the case of non-compliance with unity of in-
vention and where no additional fees are paid, the in-
ternational search will be performed on the invention
first mentioned {“‘main invention”) in the claims.

(4} Lack of unity of invention may be directly evi-
dent before considering the claims in relation to any
prior art, or after taking the prior art ini{o congidera-
tion, as where a document discovered during the gearch
shows the invention claimed in a generic or lnking
claim laeks novelty or is clearly obvious, leaving two
or more claims joined thereby without a common in-
ventive coneept. Yo such a ecase the International
Searching Authority may raise the objection of lack of
unity of invention.

87 CFR 1.482 Protest to lack of unity of inveniion.
{a) If the applicant disagrees with the holding of lack
of unity of invention by the International Searching
Authority, additional fees may be paid under protest,
accompanied by a request for refund and a stafement
getting forth reasons for disagreement or why the re-
quired additional fees are considered excessive, or both
{PCT Rule 40.2(c) ).

{b) Protest under paragraph (c¢) of this section will
be examined by the Commissioner or the Commission-
er's designee. In the event that the applicant’s protest
is determined to be justified, the additional fees or a
portion thereof will be refunded.
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(¢} An applicant who desires that a copy of the pro-
test and the decision thereon accompany the inter-
national search report when forwarded to the Des-
ignated Offices, may notify the International Searching
Authority to that effect any time prior to the issuance
of the international search report. Thereafter, such
notification should be directed to the International
Bureau (PCT Rule 40.2(¢) ).

Trr REQUIREMENT ¥oR “UNITY OF
Ixvention™

Any international application must relate to
one invention only or to a group of inventions
so linked as to form a single general inventive
concept {PCT Article 8(4) (i), PCT Rule
13.1, and 37 CFR 1.481). The construction of
this principle is laid down in PCT Rule 132,
18.3, and 13.4. Observance of this requirement
is checked by the International Searching Au-
thority and may be relevant in the national (or
regional) phase.

Lace or UNiTy oF INvENTION

The search fee which the applicant is re-
quired to pay is intended to compensate the In-
ternational Searching Awuthority for carrying
out an international search on the interna-
tional application, but only where the interna-
tional application meets the “requirement of
unity of invention”. That means that the inter-
national application must relate to only one in-
vention or must relate to a group of inventions
which are so linked as to form a single general
ir’;\zer)ttéve concept (PCT Articles 3(4) (iii) and
17 (3)(a)).

If thc)a) International Searching Authority
finds that the international application does not
comply with the requirement of unity of inven-
tion, the applicant will be invited to pay addi-
tional search fees. The International Searching
Authority will specify the reasons for its find-
ing and indicate the number of additional fees
to be paid (PCT Rules 40.1, 40.2(a) and (b)).
Such additional fees are payable directly to the
Patent and Trademark Office within the time
limit fixed, which must not be shorter than 15
days, if the applicant’s address is in the United
States; or 30 days, if applicant’s address is in a
country different than the United States; and
not longer than 45 days from the date of the
invitation (PCT Rule 40.3). The amount of the
additional search fee per additional invention
charged by the U.S. International Searching
Authority is $200 per invention (37 CFR
1.445(a) (3).

The United States International Searching
Authority will establish the international search
report on those parts of international applica-
tion which relate to the “main invention”, that
is, the invention or the group of inventions so
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tinked as to form a single general inventive con-
cept first mentioned in the claims (PCT Axticle
17(3) (a)). Moreover, the international search
report will be established also on those parts of
the international application which relate to any
invention {or any group of inventions so linked
as to form a single general inventive concept)
in respect of which the applicant has paid any
additional fee within the prescribed time limits.

Any applicant may pay the additional fee
under protest, that is, accompanied by a rea-
soned statement to the effect that the interna-
tional application complies with the requirement
of unity of invention or that the amount of the
required additional fee is excessive (PCT Rule
40.2(c¢) ). Any such protest will be examined and
decided by the Group Director (87 CFR 1.482
(b)). To the extent that the applicant’s protest
is found to be justified, total or partial reim-
bursement of the additional fee will be made, On
the request of the applicant, the text of both the
protest and the decision thereon is sent to the
designated Offices together with the interna-
tional search report (37 CER 1.482(e)).

Where, within the prescribed time limit, the
applicant does not pay any additional fees or
only pays some of the additional fees indicated,
certain parts of the international application
will consequently not be searched. The lack of
an international search report in respect of such
parts of the international application will,in it~
self have no influence on the validity of the in-
ternational application and processing of the
international application will continue, both in
the international and in the national (regional)
phases. Nevertheless, the U.S. national law pro-
vides that such unsearched parts of the interna-
tional application will be considered withdrawn
as far as the United States as a designated Office
is concerned, unless a special fee for each claim
is paid by the applicant upon request (PCT
Article 17(3) (b), 85 U.B.C. 372(c), 876(a) 5,
37 CFR 1.445(a) (8)).

1870 Administrative Instructions
Annexes
AnNex B

CODE FOR IDENTIFYING STATES AND ORGANIZATIONS

AR Argentina

AT Austria

AU Aungtralia

BR Belgium

BG Bulgaria

BY Benin (Dahomey)
BR Brazil

B8 Bahamay

CA Canada

470

CF Central African BEmpire
cG Congo

CH Switzerland

CI Ivory Coast

CM Cameroon

(813 Czechosiovakia
cU Cuba

cy - Cyprus

Do German Democratic Republic
D Germany, Federal Republic of
DK Denmark

DO Dominican Republic
D7 Algeria

EG Fgypt

S Spain

FI Fipnland

R France

GA Gabon

GB United Kingdom
GH Ghana

GR Greeca

HT Haiti

HU Hungary

Hv Upper Volia

1D Indonesia

B Ireland

iL Israel

IQ Iraq

IR Iran

IS Tceland

IT Italy

JG Jordan

JP Japan

KH Kenya

LB Lebanon

LI Liechtenstein

LK Sri Lanka

LU Luxembourg

LY Socialist People's Libyan Arab Jarahiriya
MA Moroecco

MC Monaco

MG Madagascar

MR Mauritania

MT Malta

MU . Mayritius

MW Malawi

MX Mexico

NH Niger

NG Nigeria

NL Netherlands

NO Norway

NZ New Zealand

PH Philippines

PL Poland

Pr Portugal

RH Southern Rhodesia
RO Romania

SE Sweden

SM San Marino

8N Senegal

N
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SR Surinam

80U Soviet Union

8Y Syrian Arab Republic

TD Chad

TG Togo

™ Tunisia

TR Turkey

A Trinidad and Tobago

i S United Republic of Tanzania
oG Uganda

Us United States of America

uyY Uruguay

VA Vatican City State (Holy See)
VN Viet Nam, Socialist Republic of
YU Yugoslavia

ZA South Africa

M Zambia

ZR Zaire

OA. African Intellectual Property Organization
Bp European Patent Office

WO International Bureau of WIPO

Annex O

STANDARD CODE FOR IDENTIFICATION OF DIFFERENT KINDS
OF PATENT DOCUMENTS

Imtroduction

1. The recommendation provides for groups of letter
codes in order to distinguish patent documents. The
letter codes also facilitate the storage and retrieval
of such documents.

2. If any Office wants to amplify the information-

contained in the letter code, this letter code may be
optionally associated with a numerical code. The
meaning of such numerical code should then be defined
by each Patent Office availing itself of thig option.

3, The code also provides for a letter for non-patent
Literature documents (N) and for documents to be
restricted to the internal use of Patent Offices (X)
(e.g., confidential decuments, not fo be disclozed out-
side the Office). See in this respect also SI1
(ICIREPAT Manual pages 4.3.11 to 43.14).

Definitions .

4, For the purposes of thizs recommendation, the
expression “patent documents” includes patents for

inventions, inventors’ certificates, utility certificates,

utility models, patents or certificates of addition, in-
ventors' certificates of addition, utility certificates of
addition, plant patents and published applications
therefor.

5. For the purposes of this recommendation, the
term “entry in an official gazette” means at least one
comprehensive announcement in an official gazette re-
garding the making available to the public of the com-
plete text, claims {if any) and drawings (if any) of a
patent decument.

6. For the purposes of this recommendation, the
terms “publication” and “published” are used in the
sense of making available
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(i) a patent document to the public for inspection
or gupplying a copy on request
(i) multiple copies of a patent document produced
by printing or like process
Explanation: If, at a particular procedural stage,
a copy of the document Is first made
available to the public for inspec-
tion or copying and is then, ef {he
same procedural stege, made avail-
able in multiple copies produced by
printing or like process, only a sin-
gle publication is considered tfo
have oecurred. If, on the other hand,
multiple reproduction results from
a new procedural stage, this re-
production ig considered to be a
further publication of the docu-
ment, even if the texts at the two
stages are identical.

7. According to certain national patent laws or regu-
lations, the same patent application may be published
at various procedural stages. Wor the purposes of this
recommendation, a publication level is defined as the
level corresponding to a procedural stage at which
normally a document is published under a given na-
tional patent law.

Recommendation

8. It ig recommended that the code:

(a) be used for the recording of the “kind of
document” in machine-readable data carriers, such
as 80-column punched cards, magnetic tapes, aper-
ture cards, ete.;

(b} be used in the first page of patent documents,
preferably near the document number, if these have
been published in the sense of paragraph 6;

{(¢) be used in entries in official gazettes or, if all
eniries in a section of the Gazette relate to the same
kind of a document at the beginning of such a
section.

(d) be used for the identification of patent docu-
ments cited in “Search Reports™ and “Lists of Ref-
erences” in pabent doctuments (INID Number 56).

Oode

The Code is subdivided into mutuelly ewclusive
groups of letters. The groups characterize patent docu-
ments and documents speecified in paragraph 3. Groups
1-5 comprise cne or geveral letters enabling identifica-
tion of documents pertaining to different publication
levels.

Group 1 Vse for primary or major series of patent

documents

A Wirst publication level
B Second publication level
¢ Third publication level

Group @ Use for secondary series of patent docu-

ments

B First publication level
T Second publication level
¢ Third publication level

8
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Group 8 Use for forther series of patent decuments,
as the special requirements of each Office
may be
H
I

Group 4 Use for major special types of patent docu-
ments
M Medicament patent documents
P Plant patent documents
8 Design patent

Group § Use for utility model documents having a
numbering series other than {he documents
of Group 1
U First publication level
Y Second publication level
Z Third publication level

Group § Other (see paragraph 3)

N Non-patent literature documents
X Documents restricted to the internal nse
of Offices .

10. It ig understood that documents resulting from a
patent application and being identified as the major
geries will fall under Group 1 (e.g. DT Offenlegungs-
schrift, Auslegeschrift and Patentschrift). However,

MANUAL OF PATENT EXAMINING PROCEDURE

documents identified as a secondary series will fall
under Group 2 (e.g., FR patent of addition under old
law, U.8. reissue). In exceptional cases of need for a
further series, Group 2 is reserved for such purposes
{(e.g., U.8. defensive publication). Group 4 applies only,
at present, to special documents concerning the medi-
cament patents published in France and the plant
patents published in the United States of America. In
any ecountry publishing similar documents, Group 4
should then be uged.

il. As indieated in paragraph 2, the above letter
code may optionally be associated with a numerical
code to amplify the information represented by the
letter code, For this numerical code only digits 1 to 9

* should he used. The significance of this code will be

defined by any national Office applying such code and
communicated to the International Bureau, which will
publicize this information. The numerical code must
always be interpreted in eonjunction with the country
code and the above letter code,

12. As an appendix to this recommendation a list of
patent docutents, past and currently published, and
intended fo be published in the future, divided in
accordance with the code, ig given.

1871 Administrative Instructions Appendixes

ArpENDIX T

LIST OF PATENT DOCUMENTS, PAST AND OURRENTLY PUBLISHED, AND INTENDED TC BE PUBLISHED IN THE FUTURE, DIVIDED
IN ACCORPANCE WITH THIS CODE

Code: A Patent Documents Numbered in Primary or Mojor Series—First Publication Level

Examples: Austria

Patent Application published in the sense of paragraph 6(i)

Belgium Brevet d’invention/Uitvindingsoctrool

Belgium Brevet de perfectionnement/Verbeteringsoctrooi

Bulgaria Opisanie na izobretenie po patent

Canada Patent

Cuba Patent Applieation published in the sense of paragraph 6(i)

Czechoslovakia Patent Application published in the sense of paragraph 6(1)

Czechoslovakia Inventor’s Certificate Application published in the sense of paragraph 6(i}

Denmark Patent Application published in the sense of paragraph 6(i)

Egypt Patent specification

Europat Document published after 18 months

Finland Patent Application published in the sense of paragraph 6(1)

France Brevet d’invention (old law)

France Brevet #’invention, premidre et unique publication

France Certificat d’addition & un brevet d'invention, premidre et unique publication

T'rance Certificat d'utilité, premiére et unique pubHeation

France Certificat d’addition & un certificat d’utilité, premiére et unigue publication

France Demande de brevet d’invention, premiadre publication

France Demande de certificat d’addition & un brevet d’invention, premiére publi-

cation

France Demande de certificat d'utilité, premiére publication

France Demande de eertificat d’addition & un certificat d’utilité, premidre publication

German Democratic Patentschrift (Ausschliessungspatent}, granted in accordance with para-
Republic graph 5.1 of the Patent Amendment Act of the German Demoeratic Re-

publie
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Ooder 4 Patent Documents Numbered in Primory or Major Series—Firsl Publication Level—Continued:

Examples: German Democratic Patentschrift (Wirtschaftspatent), granted in accordance with paragraph 5.1

Republic of the Patent Amendment Act of the German Democratic Republic
Germany, Federal Offenlegungsschrift
Republic of
Hungary Patent Application published in the sense of paragraph 6(1)
India Patent specification
Ireland Patent specification
Haly Brevetto per invenzione industriale
Japan Kokai tokkyo koho
Liuxembourg Brevet d'invention
Luxembourg Certificat d'addition A un brevet d'invention
Netherlands Ter inzage gelegde ocirociaanvrage
Norway Patent Application published in the sense of paragraph 6(1)
Pakistan Patent specification
PCT Pamphilet published after 18 months
Poland Opis patentovy
Romania Descrierea inventiel

Soviet Union
Soviet Union

Opisanie izobreteniya k patentu
Opisanie izobreteniya k avtorskomy svidetelstvu

Spain Patente de invencién

Sweden Patent Application published in the sense of paragraph 6(1)

Switzerland Auslegesehrift /Mémoire Bxposé/Esposto Memoriale {Patent Application pub-
lished in the sense of paragraphs 6(i) and 6(ii) pertaining to the technical
fields for which search and examination as to novelty are made)

Switzerland Patentschrift/Bxposé d'invention/Esposte d'invenzione (Patent published in

United Kingdom
United States
Yugoslavia

Examples: Australia

German Democratic

the sense of paragraph 6(if) and pertalning o the technical fields for which
neither search nor examination as to novelty are made)

Patent specification

Patent

Patentni spis

Oode: B Patent Documenis Numbered in Primory or Major Serics-Second Publicetion Level

Patent specification

Austria Patentschrife
Canada Reissue
Cuba Patente de invencién
Czechoslovakia Popis vyndlezu k patentu
Czechoslovalkia Popis vynélezu k antorskému osvEddent
Denmark Fremlaeggelsesskrift
Finland Kuulutusjulkaisu—Utldggningsskrift
France Brevet d'invention, deuxiéme publication de l'invention
" France Clertificat d’addition & un brevet d'invention, deuxiéme publication de lin-
venfion :
France Certificat d'utilité, deuxidme publication de Yinvention
France Certificat d'addition & un certificat d'utilité, deuxidme publication de lin-

vention
Patentschrifi (Ausschliessungspatent), granted in accordance with para-

Republic graph 29 of the Patent Act of the German Democratic Republic

German Demoeratic Patentschrift ( Wirtschaftspatent), granted in accordance with paragraph 29
Republic of the Patent Act of the German Democratic Republic

Germany, Federal Auslegesechrift
Republic of

Hungary Seabadalmi leiras

Japan Tokkyo koho

Netherlands Openbaar gemaakte octroolaanvrage

Norway Utlegningsskrift

Sweden Utldggningsskrift
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Code: B Patent Documents Numbered in Primary or Major Series—=8econd Publication Level—Continued

HExamples: Switzerland Patentschrift/Bxposé d'invention/Esposto d'invenzione (Patent published in
the sense of paragraph 6(il) and pertainivg to the technical fields for which
gearch and examination as to the noveliy are made)

United Kingdom Amended Patent Specification

Code: 0 Patent Documents Numbered in Primary or Mejor Series—Third Publicotion Level

Hxzamples: Denmark Patent
Finland Patentti-—Patent
Germany, Federal Patentschrift
Republic of
Netherlands Octrooi
Norway Patent
Sweden Patentskrift

Code: B Patent Documents Numbered in Secondary Series—First Publication Level
Examples: France Certificat d'addition & brevet dinvention (old law)
United States Reigsue
Code: H Potent Documents numbered in further series

Example: United States Defensive publication

Code: M Medicament Patent Documents

Examples: France Brevet spécial de médicament
France Addition & un brevet spéeial de médicament

Code: P Plant Patent Documents

Example: United States Plant patent

Code: U Utility Model Documents Numbered in Series other than the Documents of Group I—First Publication

Level
Bxampies: Germany, Federal Gebraucksmuster
Republic of
JFapan Kokai jitsuyo shinan koho
Spain Utility Model Appication published in the seuse of paragraph 6({)

Code: ¥ Utility Model Documents Numbered in Series other thon the Documents of Group I—=Second Publication

Level
Examples: Japan Jitsuyo shinan koho
Spain Modelo de utilidad
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Appendix I

List of Patent Documents, Past and Currently Published,
broken down by issuing country and coded in accordance with the SL8 Code

1871

Kind of published patent document Asso-
Desisnation in ciated
. esignation in language numer-
Issuing of issuing country Translation into Identification Letter) ™ 1
country (and, if required, English of docucl?leo ¢ code code
transliteration in (when needed) en (when
Latin characters) defined)
Australia Unexamined complete Unexamined Patent Applica-| A
specification open to tion published in the sense
public inspection {(not of paragraph 6(i)
marked on document)
Patent specification Patent published in the sense | B
of paragraph 6(ii)
Austria Aufgebot (not marked on | Document laid Patent Application published | A
document but indicated | open in the sense of paragraph 6(i)
as such in the Official
Gazetic) '
Patentschrift Patent Patent publishied in the sense | B
specification of paragraph 6(ii)
Belgium Brevet d’invention/ Patent of inveﬁtion Patent published in the sense | A
Uitvindingsoctrooi of paragraph 6(ii)
Brevet de perfection- Patent of Patent of improvement A
nement/ improvement published in the sense of
Verbeteringsoctrooi paragraph 6(ii)
Brevet d'importation/ Patent of Patent of importation A
Invoeringsoctrooi importation published in the sense of
paragraph 6(ii)
Bulgaria ?{EHI%EI)IL%%TEHHE 'Descri‘ptlon of Patent pubhshefi_ in the sense | A
10 TATEHT invention for a of paragraph 6(ii)
(Opisanie na izobretenie | patent
po patent)
OIMMCAHNE Description of Inventor’s certificate A
1}1{3" Eﬁ%ﬁ%’é’%ﬂm inventionfor an | published in the sense of
CBUNETEJICTEO author’s certificate | paragraph 6(ii)
(Opisanie na izobretenie
po avtorsko svidetelstvo)
Canada Patent/Brevet Patent published in the sense | A
of paragraph 6(if)
Reissue Patent/Brevet de Patent reissued and repub- B
redélivrance lished in the sense of
paragraph 6(ii}
Cuba Publicacién dela solicitud | Publication of the |Patent application pubf_ishcd A
{(not marked on application in the sense of paragraph 6(j)
document) Co
Patente de invencidn Patent of invention | Patent published in the sense | B
of paragraph 6(if)
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Kind of published patent document Asso-
' ciated
. Designation in language numer-.
Issuing of issuing country Translation into Identificati Letter|
country {and, if required, English ;fi’ cation code | 4
transliteration in (when needed) of document (when
Latin characters) defined)
Czechoslova- | Pfiblaska vynalezu Application for an | Application for inventor’s A i
kia - {se #adosti o invention asking | certificate published in the
.autorské osvédledi) for author’s. sense of paragraph 6(i), in
certificate accordance with Law No, 84
of 01.11.1972
Piihlaska vynalezu Application for an ; Patent application published | A 2
(se Zidosti 0 patent) invention asking | in the sense of paragraph 6(i),
for a patent in accordance with Law No.
No. 84 of 01.11.1972
Patentova piihlaska Patent application | Patent application published | A 5
or or in the sense or paragraph 6(3)
Piihlaska vynalezu Application for up to patent No, 149260
invention (granted before the entry into
force of Law No. 84 of
01.11.1972)
Popis vynilezu k Description of an | Inventor’s certificate B 1
autorskému osvédeni invention for an | published in the sense of
author’s certi- paragraph 6(ii), granted in
ficate accordance with Law No. 84
of 01.11,1972
Popis vynalezu k patentu { Description of an | Patent published in the sense | B 2
invention for a of paragraph 6(if), granted
patent in accordance with Law
No. 84 0f 01.11.1972
Popis vynalezu k Description of an | Dependant author’s certifi- B 3
autorskému osvédéeni invention for an cate published in the sense
: author’s certi- of paragraph 6(ii), granted
ficate in accordance with Law
No. 84 0f 01.11.1972
Popis vynalezu k patentu | Description of an | Dependent patent published | B 4
invention for a in the sense of paragraph
patent 6(ii), granted in accordance
with Law No. 84 of
01.11.1972
Patentovy spis Patent Patent published in the sense | B 5
specification of paragraph 6(ii), up to
No. 149 260, granted before
the entry into force of
Law No. 84 of 01.11.1972
Denmark Almindeling Patent application | Patent application published | A
tilgaengelig accessible to the | in the sensé of paragraph 6(i)
patentansegning public
Fremlaeggelsesskrift Bocument laid Patent application published ; B
after examination as to
open .
) novelty in the sense of
paragraph 6(ii)
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1871

Kind of published patent document Ass0-
; ciated
. Designation in language Bumer-
Issuing of issuing country Translation into Identification Letter) =
country (and, if required, English of document code code
transliteration in (when needed) (when
Latin characters} defined)
Denmark Patent Patent Patent published. in the sense | C
(cont’d) of paragraph 6(ii)
Egypt ERI BN ) Authority for Patent published in the sense | A
(Idarat bara’at alikhtirah) | Patent Delivery of paragraph 6(ii)
'Finland Julkiseksi tullut patent- | Patent application |Patent application published | A
tihakemus (not marked | made accessible to |in the sense of paragraph 6(i)
on the document) the public
Kuulutusjulkaisu - Document laid Patent'application published | B
Utldggningsskrift open after exarnination as to
novelty in the sense of
paragraphs 6(i) and 6(if}
Patentti-Patent Patent Patent published in the sense { C
of paragraph 6(ii)
France Demande de brevet Application for Patent application, first A 1
d’invention patent of invention | publication, published in the
sense of paragraph 6(ii)
Pemande de certificat Application fora | Application for a certificate A 2
d’addition & un brevet | certificate of addi- |of addition, first publication,
d'invention tion to a patent of |published in the sense of
invention paragraph 6(ii)
Demande de certificat Application for Ultility certificate application, | A 3
d’utilité certificate of first publication, published
utility in the sense of paragraph
, 6(ii)
Demande de certificat Application for a | Application for a certificate A 4
d’addition 4 un certificat |certificate of addi- | of addition to a utility
d'utilité tion to a certificate | certificate, first publication,
of utility published in the sense of
paragraph 6(ii)
Brevet d'invention Patent of invention ; Patent, first and enly publica- | A 5
tion, published in the sense
of paragraph 6(ii)
Certificat d’addition & un | Certificate of addi- | Certificate of addition to a A 6
brevet d’invention tion to a patent patent, first and only publica-
of invention tion, published in the sense
of paragraph 6(ii)
Certificat d utilité Certificate of Utility certificate, first and A 7
utility only publication, published
in the sense of
paragraph 6(ii)
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Kind of published patent document Asso-
ciated
. Designation in language numer-
Issuing of issuing country Translation into Ldentificati Letter) "
country (and, if required, English egtl cation code | . 4o
transliteration in {when needed) of document (when
{atin characters) defined)
France Certificat d’addition Certificate of Certificate of addition toa A 8
(cont’d) & un certificat d'utilité addition to a utility certificate, first
' certificate of atility | and only publication,
published in the sense of
paragraph 6(ii}
Brevet d'invention Patent of invention |Patent, second publication, B 1
published in the sense of
_ paragraph 6(ii)
Certificat d’additiona | Certificate of Certificate of addition to a B 2
un brevet d’invention additiontoa patent, second publication,
patent of invention |published in the sense of
paragraph 6(ii)
Certificat d'utilité Certificate of Utility certificate, second B 3
‘ utility publication, published in the
sense of paragraph 6(ii)
Certificat d’addition 4 Certificate of Certificate of addition to a B 4
un certificat d’utilité addition to a utility certificate, second
certificate of utility | publication, published in the
sense of paragraph 6(ii)
Brevet d’invention Patent of invention | Patent (old law) published in ! A
: the sense of paragraph 6(ii}
Certificat d’addition 4 Certificate of Certificate of addition to a E
un brevet dinvention addition to a patent {old law) published in
patent of invention |the sense of paragraph 6(ii)
Brevet spécial de Special patent Medicament patent (old law) | M
medicament for medicament published in the sense of
paragraph 6(ii)
Certificat d’addition & Certificate of Certificate of addition toa M
un brevet spécial de addition to a medicament patent (old law)
médicament special patent for |published in the sense of
medicament paragraph 6(ii)
German Patentschrift ‘Patent specifica- | Exclusive patent, granted in A
Democratic (Ausschliessungs- tion (Exclusive accordance with paragraph
Republic patent) Patent) 5.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published
in the sense of para-
graph 6(ii)
Patentschrift Patent specifi- Industrial patent, granted in | A
(Wirtschaftpatent) cation (Economic |accordance with paragraph
Patent) 3.1 of the Patent Amendment
Act of the German Demo-
cratic Republic, published in
the sense of paragraph 6(ii)
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Issuing
country

Kind of published patent document

Designation in language
of issuing country
(and, if required,
transliteration in
Latin characters)

Transkation into
English
(when needed)

Identification
of document

Letter
code

Asso-
ciated
numer-
ical
code
{(when
defined)

German
Democratic
Republic
{cont’d)

Patentschrift (Aus-
schliessungspatent)

Patentschrift
{(Wirtschafispatent)

Berichtigte Patentschrift
(Ausschliessungspatent)

Berichtigte Patentschrift
(Wirtschaftspatent)

Patent specifica-
tion (Exclusive
Patent)

 Patent specifica-

tion (Economic
Patent)

Corrected patent
specification
{Exclusive Patent)
Corrected patent
specification
{Economic Patent)

Exclusive patent granted in
accordance with para-
graph 29 of the Patent Act of
the German Democratic
Republic, (2nd publication
after examination as to
novelty whenever this exami-
nation is effected), published

-|in the sense of paragraph 6(ii)

Industrial patent granted in
accordance with para- ]
graph 29 of the Patent Act of
the German Democratic
Republic (2nd publication
after examination as to
novelty whenever this
examination is effected),
published in the sense of
paragraph 6(ii}

Corrected patent (Exclusive
patent) published in the sense
of paragraph 6(ii)

Corrected patent (Industrial
patent) published in the sense
of paragraph 6(ii)

Germany
{Federal
Republic of)

Offenlegungsschrift

Auslegeschrift

Document open
for inspection

Drocument laid
open

Patent application published,
before examination as to
novelty, in the sense of
paragraph 6(i)

~ 1st publication

— 2nd publication. Modified
reprint following Al Offen-
legungsschrift or B1 Aus-
legeschrift

- 3rd publication. Modified
reprint following A2 Offen-
legungsschrift or B2 Aus-
legeschrift

Patent application published,
after examination as to
novelty, in the sense of
paragraph 6(ii}

— Ist publication. Offen-
legungsschrift not yet
published

- 2nd publication. Normally
following an Al Offen-
legungsschrift or B Aus-
legeschrift

479



1871

MANTAL OF PATENT EXAMINING PROCEDURE

Issuing
country

Kind of published patent document

Designation in language
of issuing country
{(and, if required,
transkiteration in
Latin characters}

Translation into
English
(when needed)

Identification
of document

Letter
code

Asso-
clated
numer-
ical
code
{(when
defined)

Germany
(Federal
Republic of}
{cont’d)

Patentschrift

Gebrauchsmuster

Patent
specification

Utility model

— 3rd publication. Following
an A2 Offenlegungsschrift
or B2 Auslegeschrift

— 4th publication. Following
an A3 Offenlegungsschrift
or B3 Auslegeschrift

Patent published in the sense
of paragraph 6(ii)

— lst publication. Offen-
legungsschrift and Aus-
legeschrift not published

~ 2nd publication, Medified
reprint normally following a
B! Auslegeschrift or C1
Patentschrift

~ 3rd publication. Normally
following a B2 Auslegeschrift
and an Al Offenlegungs-
schrift or following a B2
Auslegeschrift with a preced-
ing Bl Auslegeschrift as well
— 4th publication. Following
a B3 Auslegeschrift of C3
Patentschrift

~ 5th publication. Following
a B4 Auslegeschrift or a

C4 Patentschrift

Utility model published in
the sense of paragraph 6(ii)

Hungary

Kozzétett szabadalmi
bejelentés

Szabadalmi leirs

Published patent
application

Patent
specification

Patent application published
in the sense of paragraph 6(i)

Patent published in the sense
of paragraph 6(ii}

India

Patent specification

Patent published in the sense.

of paragraph 6(i)

Ireland

Patent specification

Patent published in the sense
of paragraph 6(ii}

Italy

Brevetto per invenzione
industriale

Patent for indus-
trial invention

Patent published in the sense
of paragraph 6(ii)
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Kind of published patent document Asso-
ciated
. Designation in language Letter| PU00CT-
Issuing of issuing country Translation into Identification wode | al
couatry {and, if required, English of document °1 code
transliteration in {when needed) {when
Latin characters) defined)
Japan 2 M B N 28R Published unexam- | Patent application published | A
R ined patent applica- | before examination as to
(Kokai tokkyo kﬁhﬁ)’ tion novelty in the sense of para-
graphs 6{i) and 6(ii).
% # N & Published examined | Patent application published
(Tokkyo koho) patent application after examination as to nov-
elty in the sense of para-
graphs 6(i) and 6(ii). _
- Ist publication. A Kokai Bt
tokkyo k&hé not published.
“1"* headed the numerical
number of Tokkyo k6hé
published from 1922 to
1926,
+ « 2nd publication. Normally B §2
following an A Kokai
tokkyo k6ho.
HER2RHVER Patent specification | Patent (old law) published
(Tokkyo hatsumei in the sense of paragraphs
meisaisyo) 6(i) and 6(if).
- 13t publication. Tokkyo Cli
k6ho not published.
- 2nd publication. Normally Cl2
following a B 1 Tokkyo
koho.
BHEFUHRLE Corrected patent Corrected patent published H
. ification in the sense of paragraphs
(Tokkyo shinpan Spect \ "
Seikyt kokoku) 6(1) and 6(ii).
E E N L Registered design Registered design application | S
(Isy6 k6ho) publication published after examination
as to novelty in the sense of
paragraphs 6(i) and 6(ii).
AMERVRLR Published unex- Utility model application U
(Kokai jitsuyd amined utility published before examina-
shinan k6ho) model application tion as to novelty in the sense
of paragraphs 6(i) and 6(ii)
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Kind of published patent document Ass0-
- — ciated
. Designation in langnage numer-
Issuing of issuing country Translation into Identificatio Lotter) =,
country {and, if required, English of d " code | i
transliteration in {when needed) ocumen (when -
Latin characters) | defined)
(Jogm) R A ¥ % B 8 [Published examined | Utility mode! application.
_ . . utility model published after examination
(.f;tsuy 6 shinan k6ho) application - a8 to novelty in the sense of
: patagraphs 6(i) and 6(ji)
- st publication. U Kokai Yi{1
jitsuy® shinan k6ho not
published.
“F” headed the numerical
number of Jitsuyd shinan
kéhd published from 1922
to 1926.
- 2nd publication. Normal. Y| 21
ly following a U Kokai
Jjitsuyd shinan koha.
| & BRAME Registered utility Registered utility model
P . . |model specification | published in the sense of
(Toroku jitsuyd shinan) | paragraphs 6(1) and 6(i) _
' - 1st publication Jitsuys Zi 1}
shinan kihé not published
- 2nd publication. Normal- Z|2
ly following a Y 1 Jitsuyd ]
shinan kohd.
TR IFH R TRAE | Corrected registered | Corrected registered utility I
. ) utility model specifi- | model published in the sense
(Téroku jitsuyd shinan o d g
shinpan seiky® kdkoku) cation of paragraphs 6(i) and 6(if).
Luxembourg - | Brevet ¢'invention Patent ofinvention |Patent published in the sense | A
_ ‘ of paragraph 6(ii)
Certificat d"addition 3 Certificate of Certificate of addition to a A
un brevet d’invention additiontoapatent |patent published in the sense
' of invention of paragraph 6(ii)
Monaco Brevet dinvention Patent of invention |Patent published in the sense | A
o : of paragraph 6(ii}
Netherlands Térinzageiegging Patem application (Patent application published | A
laid open in the sense of para- :
graphs 6(1) and 6(if)
Openbaarmaking Published patent  |Patent application published | B
application after examination in the sense
of paragraphs 6(i) and 6(ii)
Octrooi Patent Patent published in the sense | C
o of paragraph 6(if)
Norwéy Alment tilgjengelige Patent application |Patent application published | A
patentsiknader {not - {accessible to the  {in the sense of paragraph &(i)
marked on the documeny) |public
Utlegningsskrift - Document laid Patent application published | B
open after examination as to
novelty in the sense of para-
graph 6(ii)
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Kind of published patent document Asso-
. ciated
. Designation in language numer-
Issuing of issuing country Translation into Hdentification Letter| .
country (and, if required, English of document code | e
transliteration in {when needed) (when
Latin characters) defined)
Norway Patent Patent Patent published in the sense | C
{cont’d} of paragraph 6(ii}
Pakistan Patent specification Patent published in the sense | A
of paragraph 6(ii)
Poland Patent application published | A
in the sense of paragraph 6(i)
Opis patentowy Description of Patent published in the sense | B
Patentu tymczasowege  {palent of paragraph 6(ii)
Romania Descrierea inventiei Description of the | Patent published in the sense | A
invention of paragraph 6(ii)
Soviet Union | OIIHCAHUE Description of the |Patent published in the sense | A
i’{%ﬁ%ﬁ%ﬁ@“ﬂ invention for a of paragraph 6(ii)
(Opisanie izobreteniya  Patent
k patentu) : .
OIHCAHUE Description of the | Inventor’s certificate A
ﬁ%‘g@g;@gg‘ﬁy invention for an | published in the sense of
CBUAETEJNDBCTBY author’s certificate | paragraph 6(ii)
{Opisanie izobreteniya k
avtorskomu svidetelstvu}
Spain Patente de invencién Patent of Patent published in the sense | A
invention of paragraph 6(i)
Patente de introduccién i Patent of Patent of importation A
introduction published in the sense of
paragraph 6(i)
Certificado de adicién Certificate of Certificate of addition A
addition published in the sense of
paragraph 6(i)
Solicitud de Modelo de i Application fora | Utility Model Application U
Utilidad utility model publishew in the sense of
paragraph 6(i}
Modelo de Utilidad Utility Model Utility Model published in Y
the sense of paragraph 6(i)
Sweden Allmant tillginglig Patent application |Patent Application published | A
patentansikan accessible to the in the sense of paragraph 6(i)
' public
Utldggningsskrift Document laid Patent Application published | B

open

after examination as to
novelty in the sense of para-
graphs 6(i) and 6(i1)
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Kind of published patent document Asso-
ciated
. Designation in language numer-
Issuing of issuing country Translation into I Letter
country (and, if required English Identification code d
I f document cade
transliteration in {when needed) ° (when
Latin characters) defined)
Sweden Patentskrift Patent document | Patent published in the sense | C
{cont’d) of paragraph 6(ii)
Switzerland Auslegeschrift/Mémoire |Document laid Patent Application published | A 4
Exposé/Esposto open after exarnination as to
Memoriale novelty in the sense of para-
graphs 6(i) and 6(1i), and
pertaining to the technical
fields for which examination
as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | A 5
d’invention/Esposto specification of paragraph 6(ii) and per-
d’invenzione taining to the technical
fields for which no examina-
tion as to novelty is made,
issued since 1959
Patentschrift/Exposé Patent Patent published in the sense | B 5
d’invention/Esposto specification of paragraph 6(ii) and per-
d’inventione taining to technical fields
for which examination as to
novelty is made, issued sitice
1939
Patentschrift/Exposé Patent Patent published in the sense | A
d’invention/Esposto d’in- | specification of paragraph 6(it), issued
venzione {Main patent) from 1888 to 1959
(Hauptpatent/Brevet
principal/Brevetto prin-
cipale)
Patentschrift/Exposé Patent Patent of addition published | A
d’invention/Esposto d’in- |specification in the sense of para-
venzione (Zusatzpatent/ |(Additional “| graph 6(i1), issued from 1907
Brevet additionnel/Bre- | patent) to 1959
vetto addizionale)
Patentschrift/Exposé Patent Patent of addition published | E
d’invention/Esposto d’in- | specification in the sense of paragraph
venzione (Zusatzpatent; |{Additional 6(it) in secondary series from
Brevet additionnel/Bre- | patent) 1888 to 1507
vetto addizionale}
United Patent Specification Examined Patent Application | A
Kingdom published in the sense of
paragraph 6(ii}. Grant of let-
ters Patent usually occurs
3 months after publication,
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Issuing
country

Kind of published patent document

Asso-

Designation in language
of issuing country
(and, if required,
transliteration in
Latin characters)

Translation into
English
(when needed)

ciated

Letter PUmer-

cal
code code

{when
defined)

Identiication
of document

United
Kingdom
(cont’d)

Amended Patent
Specification

Amended Specification of a B
Granted Patent published in
the sense of paragraph 6(ii)

United
States of
America

Patent
Plant Patent
Design Patent

Reissue Patent

Defensive Publication

Defensive Publication

Defensive Publication

Patent published in the sense
of paragraph 6(ii)

[o- I 7N -

Patent reissued and republ.
lished in the sense of para-

graph 6(if)

Patent application published | H
without examination or asser-
tion as to novelty, in the sense

of paragraph 6(i)

Patent document published H
in the sehse of paragraph 5:
Entry of an abstract of the
application in the Official
Gazette

Patent document published H
in the sense of paragraph 6(ii):
Abstract of an application
published in a discreet docu-
ment form distinctively num-
bered in a numerical series
unique to Defensive Publica-
tions.

Yugoslavia

Patentni spis

Patent
specification

‘Accepted Patent Application | A

published in the sense of
paragraph 6(i)

Patent published in the sense | B
of paragraph 6(ii)
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1872 Intermational-Type Search
PCT Rute 41
The Internationel-Type Search

41.1 Gbligation to Use Results; Refund of Fee

If reference has been made in the request, in the
form provided for in Rule 4.11, to an international-
type search carried out under the conditions get out in
Article 15(5), the International Searching Authority
shall, to the extent possible, use the results of the sald
search in establishing the internationa} search report
on the international application. The International
Searching Authority shall refund the search fee, to the
extent and under the conditiong provided for in the
agreement under Articls 16(3) (b), if the international
search report could wholly or partly, be based on the
resnlts of the international-type search.

37 OFR 1.21 Patent and miscellaneous fees and.charges.

# ] * # Tk

(w) Tor preparing an international-type search re-
port of an international-type search made at the time
of the first action on the merits in a national patent
application - $25.00

Note: The Patent and Trademark Office does not re-
quire that a formal report be prepared of an interna-
tional-type search in order to cbiain a search fee ve-
fund in a later filed international application. For fees
relating to processing of international applications, see
§ 1.445.

37 CFR 1104 Nature of caxomination; exeminer's
action,

* * *

{¢) An international-type search will be made in alf
national applications filed on and after June 1, 1978.

(d) Any national application may also have an in-
ternational-type search report prepared thereon at the

* #

486

MANTAL OF PATENT EXAMINING PROCEDURE

time of the national examination on the merits, upon
gpecific written request therefor and payment of the
international-type search report fee. See § 1.21(w) for
amount of fee for preparation of international-type

‘search report.

Nore: The Patent and Trademark Office does not
require that a formal report of an international-type
gearch be prepared in order to obtain a search fee re-
fund in a later filed international application.

PCT Rule 41 provides that the applicant may
request in g later filed international application
that the report of the results of the interna-
tional-type search, ie., a search similar to an
international search, but carried out on a na-
tional application (87 CFR 1,104(c) and (d)),
be used in establishing an international search
report on such international appHeation, A par-
tial refund of the search fee in the international
application may be possible to the extent that
the international search report could wholly or
partially be based upon the results of the inter-
national-type search (37 CFR 1,446). An inter-
national-type search is eonducted on all U.S.
national applications filed after June 1, 1978,
Upon specific request at the time of the exami-
nation of a U.S. national application and pro-
vided that the payment of a $25.00 interna-
tional-type search veport fee has been made (87
CFR 1.21(w)) an international-type search re-
port form (PCT/ISA/201) will also be pre-
pared.

Whether or not an international-type search
report form is prepared, the amount of the re-
fund of the search fee of an international ap-
plication depends upon the extent to which the
results of that earlier 1.8, search can be used.
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1875 International Bureaun Procedures

POT ARTICLE 19

Amendment of the Olaims Before the
Internationel Buregy

(1) The applicant shall, after baving received the
international gearch report, be entitled fo one oppor-
tunity to amend the clalmg of the international appli-
cation by filing amendments with the International
Bureau within the prescribed time limit. ¥e may, at
the same time, file a brief statement, as provided in the
Regulations, explaining the amendments and indicating
any impact that such amendments might have on the
description and the drawings.

(2) The amendments shall not go beyond the dis-
closure in the international application as filed,

(3) If the national law of any designated State per-
mits amendments to go beyond the said digclosure,
failure to comply with paragraph (2) shall have no
econsequence in that State.

PCT Rure 24
Reeeipt of the Record Copy by the Internabional Burega

24.1 Recording of Dote of Recelpt of the Record Copy

The Fnternational Burean shall, upon receipt of the
record copy, mark on the request sheet the date of re-
ceipt and on all sheets of the international applcation
the stamp of the Infernational Bureau,

249 Notification of Receipt of the Record Copy

(2) Subject to the provisions of paragraph (b}, the
International Bureau shall promptly notify the appli-
cant, the receiving Office, the International Searching
Authority, and all designated Offices, of the faet and the
date of receipt of the record copy. The notification shall
identify the international application by its number,
the international Mling date, the name of the applicant,
and the name of the receiving Office, and shall indicate
the filing date of any earlier application whose priority
is claimed. The notification sent to the appheant shall
also contain the lst of the designated Offices which
have been notified under this paragraph, and shall, in
respect of each designated Oflice, indicate any applica-
ble time Hmit under Article 22(3).

(b) Ifthe record copy is received after the expiration
of the time Hmit fized in Rule 22.3, the International
Bureau shall promptly notify the applicant, the receiv-
ing Office, and the International Searching Authority,
accordingly.

PCT Ruie 46

Amendment of Claims Before the Internationel Buresu

6.1 Time Limit

The time limit referred to in Article 19 shall be 2
months from the date of transmittal of the interna-
tional search report to the Tnternational Bureau and
to the applicant by the International Searching Au-
thority or, when such transmitéal takes place before
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the expiration of 14 months from the priority date, 3
months from the date of such transmittal.

46.2 Dating of Amendments

The date of reeeipt of any amendment shall be re-
corded by the International Bureau and shall be indi-
cated by it in any publication or copy issued by it.

46.8 Languoge of Amendments

If the international application has been filed in a
language other than the language in which it is pub-
lished by the International Bureau, any amendment
made under Article 19 shall be both in the language
in which the international application has been filed
and in that in which it is published.

46.4 Statement

{(2) The statement referred to in Article 19(1) shall
be in the language in which the international applica-
tion is published and shall not exceed 500 words if in
the English language or if {ranslated into that language.

(b) The statement shall contain no comments on
the international search report or the relevance of the
citations contained in that report. The statement may
refer to a citation contained in the international search
report only in order to indicate that a specifie amend-
ment of the claims is intended to avoid the document
cited.

46.5 Form of Amendments

(2) The applieant shall be required to submit a re-
placement sheet for every sheet of the claims which,
on account of an amendment or amendments under
Article 19, differs from the sheet originally filed. The
letter accompanying the replacement sheet shall draw
attention to the differences between the replaced
gheets and the replacement sheets, To the extent that
any amendment resulis in the cancellation of an entire
sheet, that smendment shall be communieated in 4
letter.

(b} The International Bureau shall mark on each
replacement sheet the international applieation num-
ber, the date on which it was reeelved, and the stamp
identifying the International Bureau. If shall keep in
its files any replaced sheet, the letier accompanying the
replacement sheet or sheets, and any letter referred to
in the last sentence of paragraph (a).

{¢) The International Bureau shall ingert any re-
placement sheet in the record copy and, in the case
referred to in the last sentence of paragraph (2}, shall
indicate the cancellations in the record copy.

37 OFR 1.415 The International Bureaw. (a) The In-
ternational Bureau is the World Intellectual Property
Organization located at Geneva, Switzerland, It is the
international intergovernmmental organization which
acty a8 the coordinating body under the Treaty and the
Regulations (POT Art. 2(xix) and 85 U.B.C. 851(h)).

(b} The major functions of the International Bureau
include:

(1) Publishing of infernational applications and the
International Gazetie;
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(2) Transmitting copies of international applications
to Designated Offices;

(3) Storing and maintaining record copies; and

(4} 'Trausmitting information to authorities per-
tinent to the processing of specific international
applications,

1877 Internatiomal Publication
POP Arpicre 23

International Publication

(1} The International Bureau shall publish interna-
tional applications.

(2) (a) Subjeet to the exceptions provided for in sub-
paragraph (b) and in Article 64(3), the international
publication of the international application shall be
effected promptly after the expiration of 18 months
from the priority date of that application.

(b} The applicant may ask the International Bureau
to publish his international application any time before
the expiration of the time limit referred to in subpara-
graph (a). The Infernational Bureaun shall proceed ac-
cordingly, as provided in the Regulations.

{8} The international search Teport or the declara-
tion referred to in Article 17(2) (a) shall he published
as prescribed in the Regulations,

{4) The language and form of the international
bublication and other details ave governed by the
Regulations.

{B) There shall be no international publication if
the international application is withdrawn or is con-
sidered withdrawn before the technical preparations
for publication have bean completed.

(6) If the international application containg expres-
sions or drawings which, in the opinion of the Inter-
national Bureau, are contrary to morality or public
order, or if, in ity opinion, the international appliea-
tion containg disparaging statements as defined in the
Regulations, it may omit such expressions, drawings,
and statements, from its publications, indicating the
place and number of words or drawings omitted, and
furnishing, upon request, individual copies of the
passages omitfed.

PCT ArtIcLE 29
Effects of the International Publication

(1) As far as the protection of any rights of the ap-
plieant in a designated State is concerned, the effects,
in that State, of the international publication of an
international application shall, subject to the provi-
sions of paragraphs (2) to (4), be the same as those
which the national law of the designated State pro-
vides for the compulsory national publication of un-
examined national applications as such.

(2) If the Janguage in which the international publi-
cation has been effected is different from the language
in which publications under the national law are ef.
fected in the designated State, the said national law
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may provide that the effects provided for in paragraph
(1) shall be applicable only from such time as:
(i) a translation into the latter language hag been
published as provided by the national law, or
(ii) a translation into the latter language has been
made available t0 the publie, by laying open for
public inspection as provided by the national law, or
(iii) a transiation inte the latter language has
been transmitted by the applicant to the actual or
prospective umauthorized user of the invention
claimed in the international application, or
(iv) both the acts described in (1) and (ili), or
both the aets deseribed in (i) and (iii), have taken
place.

(8) The national law of any designated State may
provide that, where the international publication has
been effected, on the request of the applicant, before
the expiration of 18 months from the priority date, the
effects provided for in paragraph (1) shall be applica-
ble only from the expiration of 18 months from the
priority date.

(4) The national law of any designated State may
provide that the effects provided for in paragraph (1)
shall be applicable only from the date on which a copy
of the internztional application as published under
Article 21 has been received in the national Office of
or acting for such State. The said Office shall publish
the date of receipt in its gazette as soon as possible.

POT RuLe 48

International Publication
48.1 Form

(a) The international application shall be published
in the form of a pamphlet.

(b) The particulars regarding the form of the pam-
phlet and the method of reproduction shall be governed
by the Administrative Instructions.

48.2 Contents

(a) The pamphlet shall contain:

(i} a standardized front page,

(ii} the deseription,

(iii) the claims,

{iv) the drawings, if any,

{v) subject to paragraph (g), the international
search report or the declaration under Article 17(2)
(a); the publication of the international search re-
port in the pamphlet shall, however, not be required
to include the part of the international seareh report
which confainsg only matter referred to in Rule 43
alveady appearing on the front page of the pamphlet,

(vi) any statement filed under Article 18(1), un-
less the International Bureau finds that the state-
ment does not comply with the provisions of
[Rule 48,4,

{b) Subject to pavagraph (e), the front page shall
include :

(i) data taken from the request sheet and such
other data as are prescribed by the Administrative
Instructions,



PATENT COOPERATION TREATY

(i) a fgnre or figures where the international
application containg drawings,

(iii) the abstract; if the abstract is both in
English and in another language, the English text
ghall appear first,

{c) Where a declaration under Article 17(2) (&) has
issued, the front page shall conspicuously refer to that
fact and need include neither a drawing nor an
abstract,

(d) The figure or figures referred to in paragraph
{b) (ii) shall be selected as provided in Rule 8.2 Re-
production of such figure or figures on the front page
may be in a reduced form.

{e)} If there is not enough room on the front page
for the totality of the abstract referred toin paragraph
(b) (ifi), the said abstract shall appear on the back of
the front page. The same shall apply to the tranglation
of the abstract when such translation is required to be
published under Rule 48.3(c).

(£ If the claims have been amended under Article
19, the publication shall contain either the full text of
the claims both as filed and as amended or the full
text of the claims as filed and specify the amendments.
Any statement referred to in Article 18(1) shall be
ineluded as well, unless the International Burean finds
that the statement does not comply with the provigions
of Rule 46.4. The date of receipt of the amended
claims by the International Bureau shall be indicated.

(g) If, at the time when publication is due, the in-
ternational search report is not yet available (for ex-
ample, because of publication on the request of the
applicant as provided in Articles 21(2) (b} and 64(3)
(e) (1)), the pamphlet shall contain, in place of the
international search report, an indication to the effect
that that report was not available and that either the
pamphlet {then also including the international gearch
report) will be republished or the international search
report (when it becomes available) will be separately
published.

(h) Tf, at the time when publication is due, the time
limit for amending the claims under Article 19 has
not expired, the pamphlet shall refer to that fact and
indicate that, should the claims be amended under
Article 19, then, prompily after such amendments,
either fhe pamphlet (containing the clalms as
amended) will be republished or a statement reflecting
2!l the amendments will be published. In the latter
case, at least the front page and the claims shall be
republished and, if a statement under Articte 19(1)
hag been filed, that statement ghall be published as
well, unless the International Bureau finds that the
statement does not comply with the provisions of Rule
46.4.

(i) The Administrative Instructions shall determine
the cages in which the various alternatives referred to
in paragraphs (g) and (k) shall apply. Such determi-
nation shall depend oa the volume and complexity of
the amendments and/or the volume of the interna-
tional applications and the cost factors.
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J8.8 Longuoge

{a) If the international application ig flled in Eng-
lish, French, German, Japanese, or Russian, that ap-
plication shall be published in the langnage in which
it was filed.

(b) If the international application ig flled in a
language other than Hnglish, French, German, japa-
nese, or Russian, that application ghall be published
in English translation. The translation shall be pre-
pared under the responsibility of the International
Searching Autority, which shall be obliged to have it
ready in time to permit the communication under
Articte 20 by the preseribed date, or, If the interna-
tional publication is due at an earlier date than the
snid eommunication, to permit international publica-
tion by the prescribed date. Notwithstanding Rule
16.1(a}, the International Searching Autbority may
¢harge a fee for the translation to the applicant. The
Internationa} Searching Authority shall give the apph-
eant an opportunity to comment on the drafl ‘transla-
tion. The International Searching Authority shall fix a
time limlt reasonable under the circumstanees of the
eage for such comments, If there is no time to take
the comments of the applicant into account before the
transtation is communicated or if there is a difference
of opinion between the applicant and the said Author-
ity as to the correct franslation, the applicant may
gend a copy of his comments, or what remains of them,
to the Internaiional Bureau and each designated Office
to which the translation was commumnicated. The
Toternational Bureau shall publish the essence of the
comments together with the translation of the Interna-
tional Searching Authority or subsequently to the pub-
lication of such translation.

{¢} If the international application is published in
a language other than BEnglish, the international gsearch
report to the extent that it is published under Rule
48.2(a) (v), or the declaration referred fo in Article
17{2) (a), and the abstract ghall be published both in
that language and in Eoglish. The translations shall be
prepared under the responsibility of the International
Burean,

48.4 Harlier Publication on the Applicant’s Request

{2) Where the applicant asks for publication under
Articles 21(2) (b) and 64(3) (e} (i) and the interna-
tional search report, or the declaration referred to in
Article 17(2) (a), is not yet available for publication
together with the international application, the Inter-
natioinal Bureau shall collect a gpecial publication fee
whose amount shall be fixed in the Administrative
Instruetions.

(b) Publication under Articles 21(2) (b} and 64(3)
(e) (i} shall be effected by the Infernational Bureau
promptly after the applicant has asked for it and,
where 2 special fee is due under paragraph (a), after
receipt of such fee.
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8.5 Notification of National Publication

Where the publication of the international applica-
tion by the International Bureau is governed by Article
64(3) (e) (i), the national Office concemed ghall,
promptly after effecting the national publication re-
ferred to in the said provision, notify the International
Bureau of the fact of such national publication.

48.6 Amnouncing of Certain Focts

(a) If any notification under Rule 29.1(a)(iD
reaches the International Burean at a time Ister than
that at which it was able to prevent the international
publication of the international application, the Inter-
national Bureau shall promptly publish a notice in
the Gazette reproducing the essence of such notification.

(b) The essence of any notification under Rules
202 or Bl.4 shall be published in the Gazette and, if
the notification reaches the International Bureau be-
fore preparations for the publication of the pamphlet
have been completed, also in the pamphlet.

{¢) ¥f the international application is withdrawn
after its international publication, this fact shall be
published in the Gazette.

PCT Ruce 86

The Gazelie
86.1 Contents

The Gazette referred to in Article 55(4) shall con-
tain:

(i} for each published international application,
data specified by the Administrative Instructions
taken from the fronf page of the pamphlet published
under Rule 48, the drawing (if any) appearing on
the said front page, and the abstract,

(ii} the schedule of ail fees payable to the receiv-
ing Offices, the International Bureay, and the Inter-
national Searching and Preliminary Examining An-
thorities,

(lii) notices the publication of which is requxred
under the Treaty or these Regulations,

(iv} information, if and to the extent furnished to
the International Bureau by the designated or
elected Offices, on the gquestion whether the require-
mentg provided for in Articles 22 or 39 have been
complied with in respect of the international applica-
tions designating or electing the Office concerned,

(v) any other useful information prescribed by
the Administrative Instructions, provided access to
such information iy not prohibited under the Treaty
or these Regulations.

86.2 Languages

{a} The Gazette shall be published in an Eoglsh-
language edition and a French-language edition. It
shall also be published in editions in any other lan-
guage, provided the cost of publication is assured
through sales or subventions.
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(b} The Assembly may order the publication of the
Gazette in Ianguages other than those referred to in
paragraph (a).

86.8 Frequency

(a) Subject to paragraph (b), the Gazette shall be
published once a week.

{b) For a transitional period after the eniry inte
force of the Treaty terminating upon 4 date fixed by the
Aszsembly, the Gazette may be published at such t_imes
ag the Director General considers appropriate having
regard 'to the number of international applications
and the amount of other material reguired to be
publighed.

86.4 Sele

{a) Subject to paragraph (b), the subscription and
other sale prices of the Gazette shall be fixed in the
Administrative Instructions,

(b) For a transitional period after the entry into
force of the Treaty terminating upon a date fixed by
the Assembly, the Gazetie may he distributed on such
terms as the Director (General considers appropriate
having regard to the number of jnternational applica-
tions and the amount of other material published
therein.

86.5 Title

The title of the Gazette shall be “Gazette of Inter-
national Patent Applications,” and “Gazette des De-
mandes internationales de brevets,” respectively.

86.6 Further Delails

PFurther details concerning the Gazette may be pro-
vided for in the Administrative Instructions.

PCT ADMINISTRATIVE INSTRUCTIONS SECITON 404
International Publication Number

The International Bureau shall assige to each pub-
lished international application an international pub-
lication number which shall be different from the inter-
national application number. The international publi-
cation number shall be used on the pamphlet and in
the Gazette entry. Tt shall consist of the two-letter
code “WO” followed by a two-digit designation of the
last two numbers of the year of publication, a slant,
and a serial number consisting of five Jigits {(eg,
“WOT8/12845").

35 U.B8.0. 374 Publication of internotional epplica-
tion: Hffect. The pablication under the treaty of an
international application shall confer no rights and
shall have no effect under thig title other than that
of a printed publication.

87 OFR 1.318 Notification of national pudlication of
o patent based on an international epplication. The
Office will notify the International Burean when a
patent is issued on an application fled under 85 U.8.C.
371, and there has been no previous international
pubiication.

P



PATENT COOPERATION TREATY

1885 Receipt of the International
Application by the Designated
Offices [R~1]

PCT Arriciy 20

Communication to Designated Offices

(1) {a) The international application, together with
the international search report (including any indica-
tion referred to in Articte 17(2) (b)) or the declaration
referred to in Article 17(2) (a), shall be communicated
to each designated Office, as provided in {the Regula-
tions, unless the designated Office waives such require-
ment in its entirety or in part.

(b) The communication shall inciude the translation
(as prescribed) of the said report or declaration.

{2) If the claims have been amended by virtue of
Articie 19(1), the eommunication shall either contain
the full text of the claims both as filed and as amended
or shail contain the full text of the claims as filed and
gpecify the amendments, and shall include the state-
mernt, if any, referred to in Artidie 19(1).

(3) At the request of the designated Office or the ap-
phHeant, the International Searching Authority shail
send to the said Office or the applicant, respectively,
ecopies of the documents cited in the international
search report, as provided in the Regulations.

PCT RuLs 47
Commaunicotion to Designated Offices

47.1 Procedure

(a) The communication previded for in Article 20
shall be effeeted by the International Bureau,

{b} Such communication shall be effected promptly
after the international publicaiion of the international
application and, in any even!, by the end of the 19th
month after the priority date, Where the time imit
under Rule 46.1 has not expired when the communica-
tion ig effected and the International Bureau has
neither received amendments from the applicant nor a
declaration that the applicant does not wish to make
amendments before the International Bureau, the Inter-
national Bureau shall, at the time of the communica-
tion, notify the applicant and the designated Offices
aceordingly ; it shall, immediately after receipt, com-
municate any amendment received subseguently to the
designated Offices and notify the applicant accordingly.
Where, under Article 17(2){a), the International
Searching Authority has made a declaration that no
international seareh report will be established, the
communieation shall be effected, unless the interna-
tional appiication is withdrawn, within 1 month from
the date on which the International Bureau has been
notified of the said declaration by the International
Searching Authority; such communication shall be ac-
companied by an indication of the date of the notifica-
tion sent to the applicant under Artiele 17(2) (a).
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{¢) The International Bureau shall send & notice to
the applicant indicating the designated Offices to which
the communication has been effected and the date of
such communication. Such notice shall be sent on the
same day as the communication.

(@) Bach designated Office shall, when it so reguires,
receive the international search reports and the decla-
rations referred fo in Article 17(2)(a) also in the
translation referred to in Rule 45.1.

{e) Where any designated Office has waived {he re-
guirement provided under Article 20, the copies of the
documentis which otherwise would have been sent to
that Office shall, at the request of that Office or the
applicant, be sent to the applicant at the time of the
notice referred to in paragraph (c).

41.2 Copies

(a) The copies required for communication shall be
prepared by the International Bureau.
(b) They shall be in sheets of A4 size.

§1.8 Languages

The international application eommunicated under
Artiele 20 shall be in the language in which it is pub-
lghed provided that if that language is different from
the language in which it was flled it shall, on the re-
quest of the designated Office, be communicated in
either or both of these languages.

37 CFFR 1.414 The United States Designated Office.
{a) The United States Patent and Trademark Office
will act as & Designated Office for international appli-
eations in which the United States of America has been
designated as a State in which paten{ protection is
desired.

{b) The Patent and Trademark Office, when acting
a8 a Deslgnated Office during international processing
will be identified by the full title “United States Deslg-
nated Office” or by the abbreviation “DO/US.”

(¢) The major functions of the United States Desig-
nated Office in respect to international applications in
which the United States of Ameriea has been desig-
nated, include:

(1) Receiving various notifications throughout the
international stage;

(2) Accepting for regular national patentability ex-
amination international applications which satisfy the
requirements of 35 U.8.0. 371; and

(3) Conducting reviews under PCT Article 25 for
those international applications declared withdrawn.

The International Bureau communicates a
copy of the international application to each
designated Office, except the United States Pat-
ent and Trademark Office where that Office is
not only & designated Office but was also the
Receiving Office and International Searching
Authority (35 U.S.C. 371(a) ). The copy is pre-
pared by the International Bureau and it is ac-
companied by a copy of any amendments to the

Rev. 1, Jan. 1980
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claims, and a copy of the international search
report or the declaration by the International
Searching Authority to the effect that no inter-
national search report will be established (PCT
Article 20(1)(a2) and (2) and PCT Rules
47.1(a) and 47.2). The International Bureau
also sends a notice to the applicant (from
PCT/1B/808) informing him of those Offices to
which it has sent the copies and the date on
which it was sent (PCT Rule 47.1(¢)).

The International Bureau effects the said
communication of the international application
to the designated Offices promptly after publi-
cation, : '

The applicant may, if he so desires, transmit,
or ask the International Bureau to transmit, at
any time, a copy of his international applica-
tion to any designated Office, '

Further details may be found in PCT Article
13 and PCT Rule 31. It is to be noted that any
transmittal of this kind does not, in the absence
of an express request from the applicant, en-
title the designated Office to start processing the
international application in that Office. At the
express request of the applicant, however, any
designated Office may start processing or ex-
amining the international application earlier
(PCT Article 23(2)).

1887 Entry inte the National (or Re-
gional) Phase Before the Desig-
nated Offices

PCT Asmricip 22

Copy, Tronslation, and Fee, to Designated Ofices

{1} The applicant shall furnish a eopy of the inter-
national application (unless the communication pro-
vided for in Article 20 has already taken place) and a
translation thereof (as prescribed), and pay the na-
tional fee (if any}, to each designated Office not later
than at the expiration of 20 months from the priority
date. Where the national law of the designated State
requires the indicstion of the name of and other pre-
geribed data concerning the inventor but allows that
these indications be furnished at a time later than that
of the filing of a national application, the applicant
shall, unless they were confained in the request, fur-
nish the said indications to the national Office of or
acting for that State not later than at the expiration
of 20 months from the priority date. .

{2} Notwithstanding the provisions of paragraph
(1), where the International Searching Authority
makes 2 declaration, under Article 17(2)(a), that no
international search report will be established, the time
limit for performing the acts referred to in paragraph
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(1) of thigz Article shall be two months from the date
of the notification sent to the applicant of the said
declaration. _

{3) Any national law may, for performing the acts
referred to in paragraphs (1) or (2), fix time limits
which expire later than the time limit provided for in
those paragraphs.

PCT Asricis 23
Delaying of National Procedure

{1) No designated Office shall process or examine the
international application prior to the expiration of the
applicable fime limit under Article 22,

{2) Notwithstanding the provisions of paragraph
(1), any designated Office may, on the express request
of the applicant, process or examine the international
application at any time.

PCT ArTICLE 24
Pogsible Loss of Effect in Designoaied Siates

(1) SBubject, in case (ii) below, to the provisions of
Article 25, the effect of the international application
provided for in Article 11(3) shall cease in any desig-
nated State with the same consequences as the with-
drawal of any national application in that State:

(i) if the applieant withdraws his international
application or the designation of that State;

(ii) if the international application is considered
withdrawn by virtue of Articles 12(8), 14(1)(b),
14(3) (a), or 14(4), or if the designation of that
State is considered withdrawn by virtue of Article
14(3) (b} ;

(iii) if the applicant fails to perform the acts re-
ferred fo in Article 22 within the applicable time
limit,

(2) Notwithstanding the provisions of paragraph
(1), any designated Office may maintain the effect
provided for in Article 11(8) even where such effect
is not required to be maintained by virtue of Article
25(2}).

POT Armicre 26
Opportunity to Correct Before Designoted Offices

No designated Office shall reject an international ap-
plication on the grounds of nou-compliance with the
requirements of this Treaty and the Regulations with-
out first giving the applicant the opportunity to correct
the said spplication to the extent and according to the
procedure provided by the national law for the same
or comparable situations in respect of nationak applica-
tions.

PCT Articre 27
National Requirements

(1) No National taw shall require compliance with
requirements relating to the form or contents of the

VS
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international application different from or additionsal (i} when the applicant is a legal entity, of the
to those which are provided for in this Treaty and the name of an officer entitled fo represent such legal
Regulations. entity,

(if) of documents not part of the international
application but which constitute proof of allegations
or statements made in that application, incloding the

{(2) The provisions of paragraph (1) neither affect
the application of the provisions of Article 7(2) nor

preclude any national law from requiring, once the confirmation of the international application by the

processing of the international application has started signature of the appleant when that application, as

in the designated Office, the furrishing: filed, was signed by his representative or agent.
492.1 Rev. 1, Jan. 1980
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(3) Where the applicant, for the purposes of any
designated State, is not gqualified aceording o the na-
tional law of that State to Sle a national application
because be is not the inventor, the international appli-
cation may be rejected by the designated Office.

{4) Where the national law provides, in regpect of
the form or confenis of national applications, for ve-
guirements which, from the viewpoint of applicants,
are more favorable than the requirements provided for
by this Treaty and the Regulations in respect of in~
ternational applications, the national Office, the courts
and any other competent organs of or aeting for the
designated State may apply the former requirements,
instead of the latter requirements, to international ap-
plications, escept where the applicant insists that the
requirements provided for by this Treaty and the Reg-
ulations be applied to his international application.

{5) Nothing in this Treaty and the Regulations is
intended to be construed as prescribing anything that
would limit the freedom of each Contracting State fo
preseribe such substantive conditions of patentability
ag it desires. In particular, any provision in this Treaty
and the Regulations coneerning the definition of prior
art is exclusively for the purposes of the international
procedure and, congeguently, any Contracting State is
free to apply, when determining the patentability of
an inveniion claimed in an international application,
the ecriteria of its national law in respect of prior art
and other conditions of patentability not constituting
requirements as to fthe form and contents of
applications,

{6) The national law may require that the applicant
furnish evidenee in respect of any substantive condi-
tion of patentability prescribed by such law.

{7) Any receiving Office or, once the processing of
the international application has started in the desig-
nated Office, that Office may apply the national law as
far ag it relateg to any requirement that the appiicant
be represented by an agent bhaving the right to rep-
resent applicants before the sald Office and/or that the
applicant have an address in the designated State for
the purpose of receiving notifications.

(8) Nothing in this Treaty and the Regulations is in-
tended to be construed as Hmiting the freedom of any
Contracting State to apply measures deemed necessary
for the preservation of ite national security or to limit,
for the protection of the general economic interests of
that State, the right of its own residents or nationals
to file international applications,

POT ArTICLE 28

Amendment of the Claims, the Description, and the
Drowings, Before Designated Gfices

(1) The applicant shall be given the opportunity to
amend the claims, the deseription, and the drawings,
before each designated Office within the prescribed
time Hmit, No designated Office shall grant & patent,
or refuse the grant of a patent, before such time limit
has expired except with the express comsent of the
appiicant.
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(2) The amendments shall not go beyord the d&is-
closure in the international application as filed unless
the national law of the designated State permits them
to go beyond the said disclosure.

(8} The amendments shall be in accordance with the
national Imw of the designated State in all respects not
provided for in thig Treaty and the Regulations,

(4) Where the designated Office requires a transia-
tion of the international application, the amendments
shall be in the language of the translation.

PCT Rurc 49

Langueges of Tronslations and Amounts of Fees Under
Article 22¢1) wnd (2) -
49.1 Notification

(2} Any Contracting State requiring the furrishing
of a translation or the payment of a national fee, or
both, under Artice 22, shall notify the International
Bureau of:

(i} the languages from which and the language
into which it requires translation,
(i) the amount of the national fee,

{b) Any notification received by the International
Bureau under paragraph (a) shall be promptly pub-
lished by the International Bureau ir the Gazette.

(e) If the requirements under paragraph (a) change
later, such changes shall be notified by the Contracting
State to the International Bureau and that Bureau
shall promptly publish the notification in the Gazette.
If the change means that translation is reguired into a
language which, before the change, was not required,
such change shall be effective only with respect to in-
ternational applications filed later than 2 months after
the publication of the notification in the Gazette.
Otherwize, the effective date of any change shall be
determined by the Contracting State.

£9.2 Longuages

The language into which translation may be required
must be an official language of the designated Office.
If there are several of such languages, no transkation
may be required if the infernational application is in
one of them. If there are several official languages and
2 translation must be furnished, the applicant may
choose any of those languages. Notwithstanding the
foregoing provisions of this paragraph, if there are
several official languages but the natiopal law pre-
seribes the use of one such language for foreigners, a
transiation into that language may be reguired.

49.8 Statements under driicle 19
TFor the purposes of Article 22 and the present Rule,
any etatement made under Article 19(1) shall be con-
sidered part of the international application.
POT Ruie H0
Paculty Under Article 22(3)
50.1 Ewrercise of Facully

(a) Any Contracting State allowing a time limit
expiring later than the time limits provided for in
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Article 22(1) or (2) shall notify the International
Bureau of the time limits so fixed.

(h) Any notification received by the International
Bureau under paragraph (2} shall be promptly pub-
lished by the International Bureau in the Gazette.

(¢) Notifications concerning the shortening of the
previously fixed time limit shall be effective in relation
to international applications filed after the expiration
of 3 months computed from the date on which the
notification was published by the International Burean.

(d) Notifications concerning the lengthening of the
previously fixed time limit shall become effective upon
publication by the International Bureau in the Gazette
in respect of internatioral applicationg pending at the
time or filed affer the date of such publication, or, if
the Contracting State effecting the notification fixes
some later date, as from the latter date.

PCT Buie 52

Amendment of the Claims, the Description, and the
Drawings, before Designated Offices

58.1 Time Limit

(a) In any designated State in which processing or
examination starts without special request, the appli-
cant ghall, if he so wishes, exercise the right under
Article 28 within one month from the fulfillment of
the requirements under Artiele 22, provided that, if the
communication under Rule 47.1 has not been effected
by the expiration of the time limit applicable under
Article 22, he shall exercise the said right not later
than 4 months after such expiration date. Tn either
case, the applicant may exercise the said right at any
other time if so permitted by the national law of the
said State.

(b} In any designated State in which the national
law provides that examinstion starts only on special
request, the time Hmit within or the time at which the
applicant may exercise the right under Article 28 shall
be the same as that provided by the national law for
the filing of amendments in the case of the examina-
tion, on special request, of national applications, pro-
vided that such time limit shall not expire prior to, or
sueh time shall not come before, the expiration of the
time limit applicable under paragraph (a).

In order that his application may be proe-
essed by the Office (national or regional) which
grants (or refuses the grant of) a national (or
regional) patent, the applicant must, subject to
the exceptions stated in this paragraph, do the
following things:

(i) The applicant must pay the national fee
to each designated Office not later than at the
expiration of 20 months from the priority date
(PCT Article 22(1)), unless more time is al-
lowed by the Designated Office.

(i1) Depending on the language of the inter-
national application, the applicant may have to
furnish a translation of the international aippli-
cation to the designated Office. The preparation
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of the translation is the applicant’s responsibil-
ity. The translation must reach the designated
Office not later than at the expiration of 20
months from the priority date (PCT Article 22
(1) and 35 U.8,C. 871(c) (2) }. Where the appli-
cant has amended the claims by filing amend-
ments with the International Bureau, he will
have to furnish the translation also of the origi-
nal claims, and if he has filed a statement ex-
plaining the amendments, a translation of that
statement into the same language as that into
which the international application is translated
must be attached to the translation of the inter-
national application (PCT Article 28(4) and
PCT Rules 49.1(a) (1) and 49.2),

(iii) Where the International Bureau has not
yet communicated a copy of the international
application to the designated Office, the appli-
cant must furnish a copy of the international
application (that is, a copy in its original langu-
age) to the designated Office not later than at the
expiration of 20 months from the priority date.
The applicant will receive form PCT/IB/308
from the International Bureau indicating the
date of mailing of the communications as well
as the designated Offices to which the communi-
%atism of copies was effected (PCT Rule 47.1

e)).

)(iv) In respect of certain designated Offices,
the applicant must furnish, if it is not already
contained in the “Request” part of the interna-
tional application, the name and certain other
data concerning the inventor (PCT Articles 4
{(1){v) and 4(4)).

AMENDMENT OF THE INTERNATIONAL
Arprrcarion v e “Natronar Prase”

The applicant is permitted to amend the
¢laims, the description and the drawings before
the designated Offices. Any such amendments
nst be submitted within the given time limit.
generally within one month of the payment of
the national fees and the furnishing of a transla-
tion, if necessary (PCT Article 28 and PCT
Raule 52). The amendments must not go beyond
the disclosure in the international application
as filed except where the Iaw of the designated
State permits them to go beyond the said dis-
closure. The amendments must be in accordance
with the law of the designated State in all re-
spects not provided for in the PCT. The amend-
ments must be presented in the language of the
translation of the international application, if a
translation was reqguired.

1889 Representation Before the
Designated Office

Any designated Office may, once the process-
ing of the international application has started

AT
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in that Office, apply the national (regional) law
as far as it relates to any requirement that the
applicant be represented by an agent having the
vight to represent applicants before the said Of-
fice and/or that the applicant have an address
in the desigmated State for the purpose of re-
ceiving notifications (PCT Article 27 (7).

1890 Requirements To Enter Stage in
United States of America

35 U.A.C. 871 National stage: Commencement. (a)
Receipt from the Interpational Bureau of copies of
international applications with amendments to the
claims, if.any, and international search reports is re-
guired in the eage of mll international applications
designating the United States, except those filed in the
Patent Office,

{b) Subject to subsection (£) of this section, the na-
tional stage shall commence with the expiration of
the applicable time limit under article 22 (1) or (2)
of the treaty, at which time the applicant shall have
complied with the applicable requirements specified in
gubsection (¢) of this section.

(¢) The applicant shall file in the Patent Office—

(1) the national fee prescribed under section 376
{a) (4) of thig part;

{2) = copy of the international application, unless
not, reguired under subsection (a} of this gection or
already received from the International Bureau, and
a verified transiation into the English language of
the international application, if it was filed in an-
other language;

(8) amendments, if any, to the claims in the inter-
national application, made under article 19 of the
treaty, unless such amendments have been com-
munieated fo the Patent Office by the Interna-
tional RBureau, and @ transkation inte the English
Ianguage if such amendments were made in another
language;

(4} an oath or declaration of the inventor (or
other person authorized under chapter 11 of this
title) complying with the reguirements of section
115 of this title) and with regulations prescribed for
oaths or declarations of applicants.

(d) Failure to comply with any of the requirements
of subsection (c¢) of this section, within the time limit
provided by article 22 (1) or (2) of the treaty shall
result in abandonment of the international appHeation.

(e) After an international application has entered
the natiomal siage, no patent may be granted or refused
thereon before the expiration of the applicable time
limit under article 28 of the treaty, except with the
express consent of the applicant. The applicant may
present amendments to the specification, claims, and
drawings of the appHlceation affer the national stage
has commenced.

(£} At the express request of the applicant, the na-
tional stage of processing may be commenced at any
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time at which the application is in order for such pur-
pose and the appHeable requirements of subsection (c)
of this section have been complied with.

35 U.8.¢. 872 National stage: Reguirements and
procedure. (a) Al questions of substance and, within
the scope of the requirements of the treaty and Regula-
tions, procedure in an international application desig-
nating the United States shall be determined as in the
case of national applications regularly filed in the
Patent Office.

(b} In case of international applications designating
but not originating in, the United Brates—

(1) the Comissioner may cause to be reexamined
questions relating to form and contents of the appli-
cation in accordance with the requirements of the
treaty and the Regulations;

(2) the Commissioner may cause the guestion of
unity of invention to be reexamined under section 121
of this title, within the scope of the requirements of
the treaty and the Regulations,

“(¢) Any claim not searched in the international
stage in view of & holding, found to be justified by the
Commissioner upon review, that the international ap-
plication did not comply with the requirement for unity
of invention under ¢he treaty and the Regulations, shall
be considered canceled, unless payment of a gpecial
fee is made by the applicant. Such special fee shall be
paid with respect to each claim not searched in the in-
ternational stage and shall be submitted not later than
one month after i notice was sent to the applicant in-
forming him that the said holding was deemed to be
justified. The payment of the special fee shail not pre-
vent the Commissioner from requiring that the inter-
national application be restricted to one of the inven-
tions claimed therein under section 121 of this title, and
within the scope of the requirements of the treaty mnd
the Regulations.

$7 OFR 1.6 Filing of applcetion in the United States
of Americe as ¢ Designated Office. {a) To mainiain
the benefit of the international filing date and obtain
an examination as to the patentability of the invention
in the United States, the applicant shall furnish to the
1.8, Patent and Trademark Office not later than the
pxpiration of 20 months from the priority date: {1) A
copy of the international application with any amend-
ments, unless it has been previously furnished by the
International Bureau or unless it was originally fled -
in the T.8. Patent and Trademark Office; (2) a veri-
fed translation of the international application and a
franslation of any amendments into the BEnglish lan-
guage, if originally filed elsewhere in another lan-
guage:; (3) the national fee (see §1.445¢a) (4)) ; and
{4) an oath or declaration of the inventor (see § 1L.70).

(b) Where an International Searching Authority
hay made a declaration that no international search
report will be established because the international
application relates to subject matter which i is not re-
quired to search, or because the application fails to
comply with the prescribed requirements to such an
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extent 'that a meaningful search could not be carried
out, the time for performing the acts referred fo in
paragraph (a} of this gection is 2 months from the
mailing date of the declaration to the applicant.

87 OFR 1770 Content of oath or decloraiion relaiing
to content of and gmendments to an application wnder
35 U.R.C. 871{e) (4). {a) (1) When an applicant of an
international wmppiication, if the inventor, desires to
enter the national stage under 35 U.8.0. 871, he or she
must specifically identify the international application
and any amendments thereto and stiate that he or she
has reviewed the referred fto application and any
amendments, and that he or she verily believes himself
or herself to be the original and first inventor or dis-
coverer of the process, machine, manufacturer, composi-
tion of matter, or immprovement thereof, for which he or
she golicitg a patent; that he or she does not know and
does not believe that the same was ever known or used
in the United States of America before his or her in-
vention or discovery thereof, and shall state of what
country he or she is 2 citizen and where he or she resides
and whether he or she is a sole or joint inventor of the
invention claimed in his or her international gpplica-
tion as filed or’as amended. Tn every application the
appileant must distinetly state that to the best of his
or her knowledge and belief the invention has not been
in public use or on sale in the Unifed States of America
mere than one year prior to his or Ler international
application, or patented or described in any printed
publication in any couniry before his or her invention
or more than one year prior to his or her international
appiication, or patented or made the sabject of an in-
ventor's eertificate in any foreign country prior to the
date of his or her international application on an ap-
plication filed by himself or herself or his or her legal
representatives or ‘assigns more than twelve months
prior to his or her international application. He or she
must acknowledge a duty to disclose information he or
she is aware of which is material to the examination
of the application. He or she shall state whether or not
any application for patent or inventor's certificate on
the same invention has been filed in any foreign coun-
try, either by himself or herself, or by his or her legal
representatives or assigns, If any such application has
Ieen filed, the applicant shall name the country in
which the earliest such application was filed, and shall
give the day, month, and year of its filing; he or she
shall also identify by country and by day, month, and
year of filing, every such foreign application filed more
than twelve months before the filing of the interna-
tional application,

(2} This statement (i) must be subscribed to by the
applicant, and (i) must either (a) be sworn to (or
affirmed) as provided in §1.66, or (b) include the per-
sonal declaration of the applicant as preseribed in
§ 1.68.

(b) If the international application was made as
provided in §§1.422, 1.428 or 1.425, the applieant shall
state his or her relationship to the inventor and, wpon

5
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information and belief, the facts which the inventor
is required by this seetion to state.

37 OFR 3.56 Oath to be filed with the United States
Designeied Office under 85 US.C. 871(c) (4). As a be-
low named inventor, being duly sworn {or affirmed},
I depose and say thai:

My residence, post office address, and citizenship are
as stated below next to my name;

I verily believe I am the original, first and sole in-
ventor (if only one name is listed below) or a joint
inventor (if plural inventors are named below) of the
invention entitled:

described and claimed in international application No,

filed , and as amended on,
(if any), whick I have reviewed and for which
I solicit a patent;

I do not know and do not believe the same was ever
known or used in the United States of America before
my or our invention thereof, or patented or described
in any printed publication in any country before my or
our inveation thereof or more than one year prior to
my international application, that the same was not in
public use or on sale in the United States of America
more than one year prior to my international applica-
tion, that the invention has not been patented or made
the subject of an inventor's certificate issued before the
date of my international application in any country
foreign to the United States of America on an apphica-
tion filed by me or my legal representatives or assigns
more than twelve months prior to my international
application, that I acknowledge my duty to disclose in-
formation of which I am awavre which is material to
the examination of this application, and that no ap-
plication for patent or inventor's certificate on this in-
vention has been filed in any country foreign to the
United States of America prior to this application by
me or my legal representatives or assigns except as
follows @

Full name of sole or
first inventor
Inventor's signature

Residence
Qitizenship
Post office address
Full name of second
joint inventor,
if any
Second Invenior's
signature

Residence
Clitizenship
Post office address

PN
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(Supply similar information and signature for third
and subsequent joint inventors)

88

Sworn to and subseribed before me this — day of

[Seal]
{Official character)

87 CFR 3.57 Decloration to be filed with United
States Designated Office under 35 U.B.C. 871(¢) (4)-
As a below named inventor, I hereby declare that:

My residence, post office address and citizenship are
as stated below next to my name;

I verily believe I am the original, first and sole in-
ventor (if only one name iz listed below) or a joint
inventor (if plural inventors are named below) of the
invention entitled:

deseribed and claimed in international application No.
filed and as amended on

(if any), which ¥ have reviewed and for which
I solicit a patent;

I do not know and do not believe the same was ever
known or used in the United States of America before
my or our invention thereof, or patented or described

“in any printed publication in any country before my
or our invention thereof or more than ope year prior
to my international application, that the same was not
in public use or on sale in the United States of America
more than one year prior to my international applica-
tion, that the invention has not been patented or made
the subjeet of an inventor's certificate issued before
the date of my international application in any country
foreign to the Unifed States of America on an applica-
tion filed by me or my legal represeniatives or assigns
more than twelve months prior to my international
application, that T acknowledge my duty to discloze
information of which I am aware which iz material
to the examination of this application, and that no ap-
plication for patenf or inventor’s certificate on this in-
vention has been filed in any country foreign to the
United States of Ameriea prior to this application by
me or my legal representatives or assigns, except as
follows :

I hereby declare that all statements made herein of
my knowledge are true and that all statments made on
information and belief are believed io be true; and
further_ that these statements were made with the
knowledge that willful false statements and the like
so made are punishable by fine or imprisonment, or
both, nnder Section 1001 of Title 18 of the United
States Code and that such willful false statements may
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jeopardize the validity of the application or any patent

iggued thereon.

Full name of sole or
first inventor

Inventor's signature

Residence
Citizenship
Post office address

Full name of second
joint inventor,
if any

Seeond Inventor's
Sighatite 00000 ceccceecmmm—————

Residence

Citizenship

Post office address

(Supply similar information and signature for third
and subsequent joint inventors.)

The United States national stage commence-
ment requirements are set forth in 85 U.S.C.
871 and 372. In order to retain the international
filing date and enter the national stage in the
United States, and unless the international ap-
plication was filed in the United States Receiv-
ing Office or was already received from the In-

“ternational Bureau, the applicant, who must be

the inventor for the United States (85 U.S.C.
878), must timely file in the Patent and Trade-
mark Office (37 CFR 1414) the following
items: .

(i) a copy of the international application
and a verified English translation thereof, if
necessary,

(ii) Amendments to the claims which were
made before the International Bureau, if any,
and an KEnglish translation thereof, 1f
necessary,

(iil) an oath or declaration of the inventor
(87 CFR 1.70, 3.56 and 3.57) and

(iv) the national filing fee (35 U.S.C. 41
(a) (1), 876 (4)) and 37 CFR 1445(a) (4).
The applicant must submit these items not

Jater than the expiration of 20 months from the
priority date to avoid abandonment of the ap-
plication (85 U.S.C. 371(d) and PCT Article
92). At 20 months the applicant may also file
copies of the prior art cited in the Search
Report.

After filing, the applicant has the right to
amend the application before the Designated
Office within one month after entry into the na-
tional state. The amendment may effect the de-
seription, claims and drawings, but may not add
new matter. It should be noted that the time
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limit of 20 months from the priority date ap-
plies irrespective of whether the international
search report is available,

It should be noted that the 20 months in-
dicated in items (i), (ii) and (iv) above, ex-
pires earlier where the International Searching
Axuthority makes a declaration to the effect that
no international search report will be estab-

lished {PCT Article 17(2) (a)) ; such a declara-

tion is notified to the application by the Inter-
national Searching Authority ; the time limit is
then two months from the date of the notifica-
tion of the said declaration sent to the applicant
(PCT Article 22(2), PCT Rule 44.1 and &7
CFR 1.61).

Entry into the national stage may also oceur
earlier at the express request of the applicant
under the provisions of 85 U.S.C. 87i($). In
order that earlier entry into the national stage
may take place, the applicable requirements of
35 1.8.C. 871 (c) must be received by the United
States Patent and Trademark Office. Require-
ments such as the Search Report and any
amendments to the claims must be submitted
promptly after they are made available, if not
submitted with the other requirements of 86
U.B.C. 871(e).

Earuy ProcessiNg oF APPLICATION AT THE
T.8. Narrowarn Srace

National stage processing in the United
States Patent and Trademark Office will nor-
mally not begin until after the expiration of the
applicable time limit under PCT Article 22 (35
U.8.C. 371(b)).

This is true even if the applicant fulfills the
requirements of 35 U.S.C. 871(¢), paragraphs
(1), (2), and (4) to obtain an early prior art
date well before the expiration of the above
mentioned time limit.

Applicants may, however, expressely request
early processing at any time after the applica-
ble requirements of 35 U7.8.C. 871(c) have been
compiled with. If a proper express request for
early processing is received, the international
application will promptly be assigned a na-
tional serial number and be forwarded for
examination.

Prior Arr StateMent REQUIREMENT FOR
Unitep StaTeEs

1f the United States of America is designated,
a prior art statement under 37 CFR 1.97 and
1.98 should be filed at the time of entering the
national state (85 U.S.C. 871(b) or (f)) or
within three months thereafter. For purposes of
37 CFR 1.97(a) the date of entry into the
national stage is considered to be “the time of
filing the application”,
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Uxrrep States Drawine REQUIREMENTS

. When the nature of the subject matter of the
mvention admits of illustration by the drawing
and the applicant has not furnished such g
drawing, the Commissioner of Patents and
Trademarks may require the submission of such
a drawing within a time period of not less than
two months from the sending of a notice to the
applicant (35 U.8.C. 118, and 87 CFR 1.81 and
83). Accor ingly, whenever filing international
applications which designate the United States,
applicants may wish to routinely furnish a
drawing with each application in which the sub-
ject matter “admits of illustration by a draw-
mg” even though the drawing is not deemed
?ecessary for the understanding of the inven-
ion.

1895 Review Under PCT Article 25
PCT AwrricLe 25

Review by Designated Offices

(1) (9) Where the receiving Office has refused to ac-
cord an international filing date or has declared that
the international apphication is considered withdrawn,
or where the International Buresu has made a finding
under Article 12(8), the International Bureau shall
promptly send, at the request of the applicant, coples
of any document in the file to any of the designated
Offices named by the applicant. .

(b) Where the receiving Office has declared that the
designation of any given Sfate is considered with-
drawr, the International Bureau shall prompily send,
at the request of the applicant, copies of any document
in the file to the national Office of such State,

"(¢) The request uunder subparagraphs (a) or (b)

ghall be presented within the prescribed time limit.

(2) (a) Subject to the provisions of subparagraph
(b}, each designated Office shall, provided that the
national fee (if any) has been paid and the appropriaste
translation (as preseribed) has been furnished within
the prescribed time limit, decide whether the refusal,
declaration, or finding, referred to in paragraph (1)
was justified under the provisions of this Treaty and
the Regulations, and, i it finds that the refusal or
declaration was the result of an error or omission on
the part of the receiving Office or that the finding was
the result of an error or omission on the part of the
International Bureau, it shall, as far as effeets in
the State of the designated Office are concerned, treat
the international application as if such error or omis-
sien had not occurred.

{(b) Where the record copy has reached the Interna-
tional Bureau after the expiration of the time limit
prescribed under Article 12(3) on account of any error
or omission on the part of the applieant, the provisions
of subparagraph (a) shall apply only under the cir-
cumstances referred to in Article 48(2).

P
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PCT Rure 51
Review by Designoted Ofices

51.1 Time Limit for Presenting the Regquest fo Send
Copies
The time limit referred to in Article 25(1) (¢) shall
be 2 months computed from the date of the notifica-
tion sent to the appHeant under Ruleg 20.7(i}, 24.2(b},
20,1 (a) {(il), or 20.1(b).

51.2 Copy of the Notice

Where the applicant, after having received 2 negative
determination under Article 11(1), requests the Inter-
natienal Bureau, under Article 25(1), to send copies of
the file of the purported international application to
any of the named Offices he has attempted to desig-
nate, he shall attach to his request a copy of the notiece
referred to in Rule 20.7(1).

51.8 Time Limit for Pueying Nalional Fee and Furnish-
ing Translation

The time limit referred to in Article 25(2) (a) shall
expire at the same time as the time limit prescribed
in Rule 51.1.
§1.} Notification to the Internetionel Buretu

Where, under Article 25(2}, the competent desig-
nated Office decides that the refusal, declaration or
finding referred to in Article 25(1) was not justified,
it shall promptly notify the International Bureau that
it will treat the international application as if the error
or omission referred to in Article 25(2) had nof
ocouwrred,

85 U.8.0. 366 Withdrawn international applicetion.
Subjeet to section 867 of this part, if an international
application designating the United States iz withdrawn
or considered withdrawn, either generally or as to the
United States, under the conditions of the treaty and
the Regulations, before the applicant has complied with
the applicable requirements presceribed by section 371
(e) of this part, the designation of the United States
ghall have ne effect and shall be considered as not
having been made. However, such international appli-
cation may serve as the basis for a claim of priority
under section 365 (&) and (b) of this part, if it desig-
nated a country other than the Unifted Stafes.

35 U.8.C. 367 Actions of other authoritics: Review.
{2) Where a Receiving Office other than the Patent
Office has refused to accord an international filing date
_ to an international application designating the United
States or where it has lLeld such application to be
withdrawn either generally or as to the United States,
the applicant may request review of the matter by the
Commissioner, on compliance with the requirements of
and within the time limits specified by the treaty and
the Regulations. Such review may result in a deter-
mination that such application be considered as pend-
ing in the national stage.

{(b) The review under subsection (a) of this section,
subject to the same requirements and conditions, may
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also be requested in those instances where an inferna-
tional application designating the United States is con-
gidered withdrawn due to a finding by the Interna-
tional Bureau uander Article 12(3) of the treaty.

PCT Article 25 and 85 1.8.C. 367 provide for
review by the United States Designated Office
of decisions by another Receiving Office (1) re-
fusing to grant a filing date or (2) withdrawing
the international application or the designation
of the United States of America.

1896 Effect of U.S. Patent Issued on
an International Application

POT ArrticLe 46
Incorrect Translation of the International Application

If, because of an incorrect transiation of the interna-
tional application, the scope of any patent granted on
that application exceeds the scope of the international
application in its original language, the competent
authorities of the Contracting State concerned may
accordingly and retroactively Limit the scope of the
patent, and declare it null and void to the extent that
ity scope has exceeded the scope of the international
application in its original language.

35 U.8.C. 875 Petont issued on intcrnational appli-
cation: Effect. (a) A patent may be issued by the
Commissioner based on an international application
designating the United States, in accordance with the
provisions of this title. Subject to section 102(e) of
this title, sueh patent shall have the force and effect
of & patent issued on a national application filed under
the provisions of chapter 11 of this title.

(b) Where due to an incorrect translation the scope
of & patent granted on an international application
designating the United States, whieh was not originally
filed in the English language, exceeds the scope of the
international application in its original language, a
court of competent jurisdiction may retroactively limit
the scope of the patent, by declaring it unenforceable
to the extent that it exceeds the scope of the inter-
national -application in its original language.

A patent issued on an international apphica-
tion has the same force and effect as a patent
issued on a national application except that a
court may retroactively limit the scope of a
patent if it is too broad because of an incorrect
translation, 35 U.S.C. 375.

1897 Tiling and Prior Art Effect in
United States of America

35 U.8.C. 863 Imtcrnational epplication designoting
the United Stotes: Bffcct. An international application
designating the United S8tates shall have the effect,
from ifs international filing date under article 11 of
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the treaty, of a national application for patent regu-
larly filed in the Patent Office except as otherwise
provided in section 102(e) of this title.

37 OFR 1.55 Sericl number ond filing date of ap-

plication.
#* £ # I *.

{d) The filing date of an international application
designating the United States of America shall be
treated as the filing date in the United States of
America under POT Article 11(3), except as provided
in 35 U.8.C. 102(e).
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The prior art effect under 35 U.S.C. 102(e)
bemns on the date the applicant has fulfilled the
quirements of 35 U.S.C. 371 c), (1}, (2) and
( These requirements are that the national
ﬁhng fee, a.copy of the international application
and a verified English translation thereof, if it
was filed in another language, and an oath or
declaration be filed in the Patent and Trade-
mark Office. The infernational application also
becomes prior art when it is published promptly
after the expiration of 18 months from the
priority date, or earlier at applicant’s request.
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