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Plural Applicnttons of Same Inventor! |
82201 Copending Before Examiner '

The sub]ect of restrlctlon and vdoub]e patent-
ing are herein treated under U.S.C. Title 35,
which became effective January 1, 1953, and

the revised Rules of Practice that became eﬁec-'

tive January 1, 1953.

802‘ Basns for Practwe in Statutes and

Rnles

The basis for restriction and double patent-
ing practice is found in the followmg statute
and rules:

85 URS.C. I21. Dtvi.nonal a:pplwatwm If two or
more independent and distinct inventions are claimed

in one application, the Commissioner may reguire the

application to be restricted to one of the inventions.
If the other invention is made the subject of a gdivi-
sional application which complies with the -require-
ments of section 120 of this title it shall be entitled to
the benefit of the filing date of the original application
A patent issuing on an application with -respect to which
a requirement for restriction under this section has
been made, or on an application ﬂled as a result of
such a requirement, shall not be used as a reference
either in the Patent Office or in the courts against a
divisional application or against the original applica-
tion or any patent issued on either of them, if the
divisional application is filed before the issuance of
the patent on the other application. If a divisional
applieation is directed solely to subject matter de-
scribed and claimed in the original application as filed,
the Commissioner may dispense with signing and exe-
cution by the inventor. The validity of a patent shall
not he questioned for failure of the Commissioner to
require the application to be restricted to one invention.

Rules 141 through 146, which will be quoted
under pertinent topics, outline Office practice
on questions of restriction.

802.01 Meaning of ‘“Independent”,
“Distinct”

35 U.S.C. 121 quoted in the preceding section
states that the Commissioner may require re-
striction if two or more “independent and dis-
tinct” inventions are claimed in one applica-
tion. In Rule 141 the statement is made that
two or more “independent and distinct inven-
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ent. If “dlstmct” :
its use“in the statut
dundant. If “distinet’
ferent, then the ques
difference in meamng
n}ay be. The heari
O 6 ;i
patent laws: mdica"te ‘thn '
as law existing practice ' with
SIfog,h at the same tune in
of changes.”
The report on the hearmgs loes
as a change that is mtroduoed ﬂsé
tween which the Commi :
uire dlvmon.

has been proper,
for example, as i
tion thereof; as process'and ap;
the practice of the process; as
the process in which the

as process and the produet made’
ess,ete. If Sectxon 121 were int

pendent would clearly have
If the Commissioner has aut
tion to divide independent inventions only,
then division would be improper as between
dependent inventions, e.g., such as the ones
used for purpose of illustration above. :Such
was clearly. however, not the intent of Con-
gress. Nothing in the langnzge ‘of the statute
and nothing in the hearings of the committees
indicate any intent to change substantive
law on this subject. On the confrary, }omder
of the term “distinct” with the term “in-
pendent”, indicates lack of such intent. .The
law has long been established ﬂmt dependent
inventions (frequently termed relsted -inven-
tions) such as used for illustration above may
be properly divided if they are, in fact “dis-
tinct” inventions, even though dependent. ,

While in ordinary parlance, two inventions
that are “independent” (i.e., not dependent)
might also be considered as accurately t
“distinct”, the converse is not true. Inventions
that may be “distinet” may be dependent, and
thus the term “independent” could not accu-




mesns Cabeg K + -
shxp betweea ﬂn two or more aub;m dm!oaad,

in operation
\mdgﬁm genus which
sther as' dlaeloaed or

operation orﬁaet,ue. 16y are . or
e:?:mple afs combination ’and part. (mbcombma-
tion): thereof; process and apparatus for its
gractlce, process and.product . .made,  etc.,
ut-are capable of sepamte manunfacture, use

or sale as , and: are patentable .over
each other (thoug the may each be unpatent-
e prior art) It will be noted

able becansa of the th B i ot
- AN18 gent ,tmn 0 e bted

er ’fftl “de m ,dent"’ in re-

g it % ‘f‘_independent

aei 9 t ’, . ;

1t is further noted that the terms “inde-
pendent” and “dlstmct” are used in decisions
with va ‘meanings.' All decisions shounld
be read carefully to determme the meaning
intended. o

802, 02 Deﬁnmon of Restrlction

Restncﬁon, a_generic term, includes that

practice of r’elgnmng an election between dis-
tinct or de ent inventions, e.g., election be-
tween combmatlon and subcombination inven-
tions, and the practice relating to an election
between independent inventions, e.g., an election
of species,

803 Re]striction—When Proper
18

Under the statute an application may prop-
erly be requived to be restricted to one of two
or more claimed inventions only if they are
independent (808.04-806.04(j)) or distinct
(806.05-806.05(g) ).

If it is demonstrated that two or more claimed
inventions have no disclosed relationship (i.e.,
“independent”), restriction should be required,
and it is not necessary to further show that the
claimed inventions are distinet. If it is demon-
strated that two or more claimed inventions
have a disclosed relationship (i.e., “dependent”),
then a showing of distinctness is required to
substantiate a restriction requirement.

[R-

80301

Review by ary Exami
Requirements for restnctlon under Tﬁle 85
U.S. Code 121 being. discretionary. with  the
Lomm:monnr, at. .very im t-that
the practice under this section be carefully
administered. Notwithstanding the fact that
this section apparently protects the. applicant
agamst the dangers that previously might have
resulted from compliance with. an -improper
requirement for restriction, it still remains im-
portant from the standpoint of - the. public
inteyest - that: no, requirements be made which
might result in the issuance of two patents
for the same invention. Therefore .to ard
against this poss1b1hty, the Pmmary
iner must personally rev1ew all reqmrements for
restriction.

804- Deﬁmtlon of Donb:__ l’atentmg
[R16] e

The term “double patentmg” properly ap-
plicable only to cases involving two or more
applications and/or patents having the same in-
ventive entity and where an invention claimed
in one case is the same as, or not patentably
distinct from, an invention already claimed.
The term should not be applied to situations in-
volving commonly owned cases of different in-
ventive entities.

Sole and joint inventors cannot constitute a
single entity, nor do two or:more sets of joint
inventors constitute a single entity if any indi-
vidual is included in either szt who is not also
included in the other.

804.01 Nullification of Double Patent-
ing Rejection

35 U.S.C. 121, third sentence, provides that
where the Office requires restriction, the patent
of either the parent or any divisional applica-
tion thereof conforming to the requirement can-
not be used as a reference against the other.
This apparent nullification of double patenting
as a ground of rejection or invalidity in such
cases imposes a heavy burden on the Office to
guard against erroneous requirements for re-
striction where the claims define essentially the
same inventions in different language and
which, if acquiesced in, might result in the issu-
ance of several patents for the same invention.

Bev. 18, Oct. 1068




{rroxs Witkss 35 U'S.C. 121

more ‘cases Without requirement by the exam-
-(b) The" claims of the different applica-
ions or patents are not_consonant with the
requirement made by the Examiner, due to the
fact that the claims have been changed in ma-
terial ‘respects from the claims at the time the
requirement wasmade. -~ -
(c) The requirement was made subject to
the nonallowace of generio o other linking
clhiims and such linking claims are subse-
quently allowed. —~ - "
B. Srruations Wazre 85 U.S.C. 121 Arpar-
ENTLY APPLIES ,
It is considared that the prohibition against
oldings’ of ‘double pamnt?ngapphes to re-
quirements for restriction between the related
subjects treated in this Manual, 806.04 through
806.05(g), namely, between combinstion snd
subcombination ‘t! f, between subcombina-
tions disclosed as usable together, between
process and apparatus for its practice, between
ger:eess and product made by such process and
reen apparatus and product made by such
apparatus, etc., so long as the claims in each
case fled as a result of such requivement are
Uimited to its separate subject.

804.02 Terminal Disclaimer Avoiding
Double Patenting Rejection
[R-16]

If two or more cases are filed by a single in-
ventive entity, and ‘if the expiration dates of
the patents, granted:or:to be granted, are the
same, either because of a common issue date or
gy xieason of the filing of one or more terminal

isclaimers, two or more patents may properly
be granted, if the claims do not m:g;-lap, even
though the subject matter to which the claims
of one case i directed may be obvious in view
of the subject matter claimed in the other case.
In re Roheson, 19684 C.D. 561, 141 U.S.P.Q. 485.
In re Kay, 1964 C.D. 630, 141 U.S.P.Q. 829.

If the claims do overlap, two or more patents
may still properly be granted if the expiration
dates of the patents are the same (see preceding
peragraph) and if the claims which would
otherwise be smbject to the double patenting
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; f it i possible: for them to be in-
fringed by the same process, machine, manufao-
ture, or composition of matter; oross reading s
not mecessary to. constitute such an overlap.
" Except under the conditions stated in this
section, werhgrmg claims should not be al-
lowed in cases filed by the same inventive entity
if they are directed to identical inventive con-
cepts, or if the.concept to which one set of claims
is directed would be obvious in view of that o
which' the other set i directed. This is true
regardless of the relative filing dates of the
cases or the relative scope of the claims. = -

804.03  Terminal Disclaimer Not Ap-
..., plicable — Commonly Owned
Cases of Different Inventive

- Entities ' [R-16] =

~ In view of 35 U.S.C. 135, it is necessary to
determine priority of invention whenever two
different inventive entities are claiming a single
inventive concept, including variations of the
same concept each of which would be obvious in
view of the other. This is true regardless of
ownership, and the provision of Rule 201(c)
that interferences will not be declared or con-
tinued between commonly owned cases unless
good cause ig shown therefor. A terminal dis-
claimer can have no effect in this situation, since
the basis for refusing more than one patent is
35 U.S.C. 102 or 103, and is not connected with
any extension of monopoly.

Accordingly, the assignee of two or more
cases of different inventive entities, containing
conflicting claims must maintain a line of de-
marcation between them. If such a line is not
maintained and one of the cases is in condition
for allowance, claims covering the conflicting
subject matter should be suggested as provided
in Rule 203; care being taken to insure that
such claims cover all the conflicting matter.
The assignee should be called on to state which
entity is the prior inventor of that subject mat-
ter and to limit the claims of the other applica-
tion accordingly. If the assignee does not
comply with this requirement and presents the
interfering claims in both cases, an interfer-
ence should be declared. Attention is directed
to Rule 208 if there is n common attorney. If
suggested claims are not presented within the
time allowed, rejection should be made on the




sopen -8 i not paten :
freii;fftheg;launsfiﬂ the patent, the clwgm of the
application 'should be rejected on the ground
t.&)tthe assignee, by taking out the pateat at
a time:when the application was not
the patented invention, is estopped to conten
that the patentee is not the prior inventor.

1f o patent is inadvertently issued on one of
two commonly owned applications by different
inventive entities which at the time when the
patent issued were claiming inventions which
are not patentably distinct, the assignee should
be called on to make a determination of priority
as in the case of pending applications. If the
determination indicates that the patent issued
to the senior entity a rejection under 35 U.S.C.
102 or 103 should be made. If no election is
made and tltl:r}mtent has issued to the jumior
entity, an interference should be declared. An
election of the applicant (senior entity) as the
first inventor should not be accepted without
a complete (not terminal) disclaimer of the con-

flicting claims in the patent.
804.04 Submission to Group Director
[R-18]

In order to promote uniform practice, every
action containing a rejection on the ground of
double patenting of either a parent or a divi-
sional case (where the divisional case was filed
because of a requirement to restrict, including
a requirement to elect species, made by the
Office) must be submitted to the Group Director
for approval prior to mailing. en the
rejection on the ground of double patentm.ixs
disapproved, it shall not be mailed but other
appropriate action shall be taken.

805 Effect of Improper Joinder im
Patent [R-16]

35 U.S.C. 121, last sentence provides: “The
validity of a patent shall not be questioned for
failure of the Commissioner to require the ap-
plication to be restricted to one invention.” In
other words, under this statute, no patent can
be held void for improper joinder of inventions
claimed therein.

806 Determination of Distinctness or
Independence of Claimed Inven-

tions [R-16]
The general principles relating to distinct-

ness or independence are elementary, and may
be summarized as follows:

lm.l

“species ‘may be
laimed when wed claim generic
thereto, Rule 141 2-800.02(e). =
2. Where inventions are related as disclosed
but are distinct as claimed, restriction may be

TO ST FE I RURITE 10 UES PR AT LN BEPE SRS S SN TS VR BT
P 3%&6 inventions are related as disclosed
but are not distinct as claimed, restriction is
never proper. Since, if restriction is required
by the Oftice double patenting cannot be held,
it is imperative the requirement should never
be made, where related inventions as claithed
are not distinct. For (2) and (3) see 806.05-
806.05(g) and 809.03.

806.01 Compare Claimed Subject Mat-
ter

In passing upon questions of double patent-
ing and restriction, it is the claimed subject
matter that is considered and such claimed
subject matter must be compared in order to
determine the question of distinctness or inde-

pendences.
806.02 Patentability Not Considered

For the purpose of a decision on the question
of restriction, and for this purpose only, the
claims are ordinarily assumed to be in proper
form and patentable over the prior art.

This assumption, of course, is not continued
after the question of restriction is settled and
the question of patentability of the several
claims in view of prior art is taken up.

806.03 Single Embodiment, Claims
Defining Same Essential Fea-
tures

Where the claims of an application define
the same essential characteristics of a single
disclosed embodiment of an invention, restric-
tion therebetween should never be required.
This is because the claims are but different
definitions of the same disclosed subject mat-
ter, varying in breadth or scope of definition.

Where such claims ?[l))ear in different appli-

l_.Zvoéhe same inventor,

cations optionally file
iments, only one

disclosing the same em
application can be allowed.

806.04 Independent Inventions [R-

18]

Rule 1;1. Different inveations in omnc application.
Two or more independent and distinct inventions may
not be claimed i one application except that more than
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At 'm be shovm that the twoﬁo more
inventions are in fact independent ayg}l@nt
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"1 Two Mmemxou&"no&dmkmd
as- capable of -use doﬁe er, having . different
modm ofopentaon, rent functions or differ-

ent effects are independent. An article.of ap-
panel such a8 a shoe, and a locomotive: burmg

wouid be an enmple_ A process of pamtmg 2

120.2




o ot il
ich

is independent froma:
cannot be used to practice y

8. Wber’aspeéiesunderfq?nnsmmdep‘md-
ent. ‘Forexample, 2 genusof paper clips having
species differing in the manner: ich a sec-
tion of the wire is formed in order to-achievea
greater increase in its holding power. . - .

pparstus wh

Srecies ARE TREATED EXTENSIVELY IN THE
ForrLowiNg SECTIONS

806.04-( a) Spécies-—?(;énus

- 'The statute la{z down the: general rule that
restriction me required to one..of two or
more inde ent inventions. Rule 141 makes
an exception to this, providing thit up to five
species may be claimed in one application -if
the other conditions of the rule aré. met. -

806.04(b) Species May Be Related

‘Speecies, while usually independent may be
related under the particular disclosure. Where
inventions as disclosed and claimed, are both
(a) species under a claimed genus and (b)
related, then the question of joinder must be
determined by both the restriction practice ap-
plicable to election of species and the practice
applicable to other types of restrictions. If
restriction is improper under either practice it
should not be required. S

For example, two different subcombinations
usable with each other may each be a species of
some common generic invention. In ex parte
Healy 1898 C.D. 157; 84 O.G. 1281, a clamp for
a handle bar stem and a specifically different
clamp for a seat post both usable together on
a bicycle were claimed. In his decision, the
commissioner considered both the restriction
practice under election of species and the prac-
tice applicable to restriction between combina-
tion and subcombinations. ;

As a further example, species of carbon com-
pounds may be related to each other as inter-
mediate and final product. Thus these species
are not independent and in order to sustain a
restriction requirement, distinctness must be
shown. Distinctness is proven if it can be shown
that the intermediate product is useful other
than to make the final product. Otherwise, the
disclosed relationship would preclude their
being issued in separate patents.

is was early Ex parte Smith
1888 C.D. 181; 44 , where it was held
that a subcombination was. not generie to the
different combinations in which it was used. . = -
To exemplify, a claim that defines only the
subcombination, e.g., the mechanical structure
of a joint, is not a generic or genus claim to
two forms of a combination, e.g., two different
forms of a doufghnut‘cooker each of which
utilize the same form of joint. :

806.04(d) Definition of a Generie
Definition of «. &

iiih an application presenting ﬂuieeéspuéisg
ustrated; for example, in Figures &n
‘ o ol 7,should’read on

tively, e generic. claim
mf these vi%‘f%ﬁi‘"tﬁé "fact that a claim

does so read is not conclusive that it is generic.
It may define only an element or subcombina-
tion common to the several species.

It is not possible to define a. ric claim
with that precision existing in the case of a
geometrical term. In general, a generic claim
should include no material element additional
to those recited in the species claims, and must
comprehend within its confines the organiza-

tion covered in each of the es.

For the purpose of obtaining claims to more
than one species in the same case, the generic
claim cannot include limitations not present in
each of the added species claims. - Otherwise
stated, the claims to the species which can be
included in a case in addition to a single spe-
cies must contain all the limitations of the
generic claim.

Onee a claim that is determined to be generic
is allowed, the claims restricted to species in
addition to one but not to exceed four addi-
tional species, provided they comply with the
reqnirements, will ordinarily be obviously al-
lowable in view of the allowance of the generic
claim, since the additional species will depend
thereon or otherwise include all of the limita-
tions thereof.

When all or some of the claims directed to
one of the species in addition to the first do
not include all the limitations of the generic
claim, then that species cannot be claimed in
the same case with the other species, see

£09.92(c) (2).
Rev. 18, Oct. 1968



hus bo' , dcific: spe-
¢ olaim)), or may include two mo&ét&e
losed embodiments within:the breadth: of

 of ‘definition (and thus ‘be designated

" Bpéctes ave always Hw) upwiﬂmlly defferout

embodiments.,
- Thisy ave usually but not always independent
as disclosed (See 808.04(b)) sinece there is usu-
ally no disclosure of relationship therebetween.
The fact that a genus for two different embodi-
ments is capable of being conceived and de-
fined, does not affect the independence of the
embodiments, where the case under considera-

tion:contains no diselosure of any 'community

of operation, function on.effect.

806,04(f) - Claims Restricted to Spe-
7 eies) by Mutimlly Exclusive

Olaims to be restricted to:different species
must be mutually execlusive. ' The general test
as to when claims are restricted respectively to
different species is the fact that one claim ire-
cites limitations which under the disclosure are
found in: & first 'species but not in a:second,
while a second claim recites limitations dis-
closed only- for the second species and not the
first. - This is frequently expressed by saying
that claims to be restricted to different species,
must recite the mutually exclusive characteris-
ties of such species. - :

806.04(h) Speéiés.Milst Be Pstentably
Distinct From Each Other
and From Genus :

Where an applicant files a divisional appli-
cation claiming a species previously claimed
in the parent case, pursuant to and consonant
with a requirement to restrict, there should be
no determination of whether or not the species
claimed in the divisional application is pat-
entable over the species retained in the parent
case,

In an application containing claims directed
to more than five species, the Examiner should
not require restriction to five species unless he
in satisfied that he would be prepared to allow
claims to each of the claimeg speci

ies over the
patent case, if presented in a divisional appli-
cation filed accordinpb;o the requirement. E.e
striction should not be required if the species
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may claim in- the :
to-exceed five;'a by Rule !

these, the patentable-distinetion bet:

species or between the species and ger
rigorously investi%t:x[ted, since they will issue in
the same t. However, the practice stated
in 706.03(k) may be followed if the claims
differ from the allowed genus only by subject
matter that ean:beishown to be old:by citation
of prior art. :

-:'Where, however, an applicant optionally files
another ‘application for a: different species; or
fora species disclosed but not claimed in-:a;i?-
ent case as filéd and first acted upon by the Ex-
aminer, there should be:close investigation to
determine the presence or-absence of patentable

- Time After Issue of Species

Where an_ alpp]ica,nt has . separate applica-
tions for plural species, but presents no generic
claim until after the issue of a patent for one
of the species, the generic claims cannot be al-
lowed, even though the applications were
copending. o N

806.04(j) Generic Claims in One Pav
ent only [R-18]

Generic claims covering two ‘or more species
which are separately claimed in two or more

atents to the same inventor issued on copend-
ing applications must all be present in a single
one of the patenis. If present in two or more
patents, the generic claims in the later patents
are void. us generic claims in an applica-
tion should be rejected on the ground of dou-
ble patenting in view of the goneric claims of
the patent.

806.05 Related Inventions [R-18]

Where two or more related inventions are
being claimed, the principal question to be de-
termined in connection with a requirement to
restrict or a re;ection on the ground of double
patenting is whether or not the inventions as
claimed are distinct. If they are not distinet,




A combination or an aggregation is an or-
ganization of which a subcommittee or element
1sa e A :

- The distinction between combination and ag-
gregation: is not material to questions of re-
striction or to questions of double patenting.
Relative to questions of restriction where a
-combination is alleged, the claim thereto must
be assumed to be allowable ‘as- pointed ‘out in
‘80802, in the absence of a holding by the Ex-
aminer to.the contrary.:“When & claim is
found -in"a patent, it has already been found
by the Office to be for & combination and not
an aggregation and must be treated on that

- Combination ¢laims’ (other than ¢ombination
claims which are also genus claims linking
species claims) whether allowable, allowed, or
not allowed and considered  the subject of a
proper restriction requirement should be
grouped as a separate invention, see 806.05(c).

_ Combination claims which under past prac-
tice may have served as :a basis: for jomning
claimed inventions are not considered to be
linking claims. Likewise rejoinder of ' re-
stricted inventions, should any combination
claim be allowed, will not be permitted.

806.05(b) O©ld Combination—Novel
Subcombination [R-18]

Restriction is ordinarily not r between
a combination (AB) that the examiner holds
to be old and unpatentable and the subcombina-
tion (B) in‘which the examiner holds the
novelty, if any, to reside, ex parte Donnell 1923
C.D. 54, 315 3.G. 39, (See 820.01.)
806.05(c) Criteria of Distinctness for
Combination, Subcombina-
tion or Element of a Com-
ination—Related Inven-
tions [R-18]

To support a requirement to restrict between
the claimed inventions of two or more combina-
tions; of two or more subcombinations; of two
or more elements of a combination; of a

feld of search.

123

tion, the
appropriste
ng criteria for

_for inventive effor

(2). A sepa

‘are classifia I‘emtg vether:

Even though they are classified together, as
shown by appropriate explanation each subject
can be shown to have formed a separate subject
for inventive effort when an explanation in-
dicates a recognition of separate effort by
Inventors. _ s _ ;

(3) A different field of search:

Where it is necessary to search for one of the -
distinct subjects in places where no pertinent art
to the other subject exists, s different field of
search is shown, even though the two are classi-
fied together. The indicated different field of

subject matter covered by the claims.
806.05 (e)

‘search must in fact be pertinent to the type of

Process and Appmtusfor
Its Practice—Distinctness
- [R18] o

Process and a parat atus for its practice can
be shown to be dxl)stinct- inventions, if either or
both of the following can be shown: (1) that
the process as claimed can be practiced by an-
other materially different apparatus or by
hand, or (2) that the apparatus as claimed can
be used to practice another and materially dif-
ferent process.

806.05(f) Process and Product
Madef-Disﬁnctness [R-

18]

A process and a product made by the process
can be shown to be distinct inventions if either
or both of the following can be shown: (1)
that the process as claimed is not an obvious
process of making the product and the process
as claimed can be used to make other and dif-
ferent products, or (2) that the product as
clai can be made by another and materially

different process.

806.05(g) Apparatus and Product
Made—Distinctness [R-
18]}
The criteria are the same as in 806.05(f) sub-
stituting apparatus for process.

Rev. 18, Oct. 1068




striction .
k ‘to restrict has two as-

Every_requniremer  has two as
pects, r(vl) ‘the reaso as distinguished from
the mere statement of wnclusmnﬁuvvhy the in-
ventions as claimed are either independent or
distinct, and (2) the reasons for insisting upon

r&gt;iction thgrebetweén.'{‘, o

' ‘Where the inventions
ent, ie., where theéy':
sign, operation or effect 1 l1sciosure.
the particular ‘application under consideration
(806.04), the facts relied upon for this con-
e ¥ K oi' S e 4T

not connected in’ de-

A 2

clusion’ are in essence the for
upon -restriction. . [This; situdtion, except for
species (treated in the following section) is but
rarely presented, since few persons will file an
application containing disclosures of independ-
ent things.] S A

808.01(a) Species [R-18]

Where there is no disclosure of relationship
between species (see 808.04(b)), they are inde-
ndent inventions and election of one is man-
atory even though applicant disagrees with
the Examiner. * Where the Examiner decides
that there is a patentable distinction between
the species as claimed, see 806.04(h). Thus
the reasons for insisting upon election of one
species, are the facts relied upon for the con-
clusion that there are claims restricted respec-
tively to two or more different species that are
disclosed in the application, and it is not nec-
essary’ to show a separate status in the art or
separate classification.
A single disclosed species must be elected as
a prerequisite to applying the provisions of
Rule 141 to four additional species if a generic
claim is allowed. ,
Even though the examiner rejects the generic
claims, and even though the applicant cancels
the same and thus admits that the genus is un-
patentable, where there is a relationship dis-
closed between species such disclosed relation
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lish the propriety
the

¢t under the diselosare of

Election of species should not berequired
the species. claimed are considered clearly un-
patentable over each other. Inmakmf; & re-

uirement for in an application
claiming the. Examiner: should
, idered clearly un-
p e ¢ ach other, with the statement
that restriction as between those species is not

‘Election of species should be required prior
to a search on the merits (1) in all applications
containing claims to a plurality of species with
no generic (lz)l:tl}xlns, an.d'-(2l).~in~'all dapplica(_:ions
containing ' species claims and generic or
Markush daims,

.- In all applications in which no species claims
are present and .a generic claim recites such a
maultiplicity of species that an unduly extensive

ment for an election .of species should:be made
-pri search. of the generic-claim. - -
.. An.all :cases where p. generic .claim is found

allowable, the application should be treated as
indicated in sections 809.02(b), (c) or (e). : If
an election is made pursuant to a telephone re-
quirement, the next action should include a full
and complete action on the elected species as
well as on any generic claim that may be
present. :

808.02 Related Inventions [R-18]

Where, as disclosed in the application, the
several inventions claimed are refated, and such
related inventions are not patentably distinct
as claimed, restriction is never proper (806.05).
If applicant optionally restricts, double patent-
ing may be held. ... .

Where the related inventions as claimed in-
volve different statutory classes (e.g., process
and apparatus for its practice, process and
product made, or apparatus and product made)
and are shown to be distinct under the criteria
of sections 806.05(e-g), the Examiner, in order
to establish reasons for insisting upon restric-
tion (see 808(2)), must show by appropriate
explanation one of the following additional
criteria for distinctness:

(1) Separate classification thereof:

This shows that each distinct subject has at-
tained recognition in the art as a separate sub-
ject for inventive effort, and also a separate
field of search.

(2) A separate status in the art when they
are classifiable together;




dlstmct subjects.
art to the other
of search is shown, even though the two are
classified her.. The
ﬁeld of search must in fact be
of subject matter covered by the claims.
ere, however, the classxﬁcatlon is the same
and the field of search is the same and there is

no clear indication of separate future classifi-

cation and field of search, no reasons. exist. for
dividing among related inventions.
ant product are.classified

stances, applicant. may. optionally restrict to

one of plural distinct inventions since double. t
patenting will not be held and restriction wnll; ’

not be r

Where the related mventlons mvolve oom-"

binations, subcombinations, elements of a com-

bination, combination and subcombination, or

combination and elements of a combination, the
reasons for imsisting upon restriction there-
between (see 808(2)) are implicit in the show-
16% of dlstmctnws under the criteria of section
808.05(c).” ;

809 Claims Lmkmg Distinet Inven-
tions [R-18]

Where upon examination of an application
containing claims to distinct inventions linking
claims are found, restriction should neverthe-
less be required. See 809.08 for definition of
linking claims.

It should be noted that a claim drawn to an
aggregation or combination does not link claims
to two or more elements thereof, or to two or
more subcombinations, see section 806.05(a).

A letter including only a restriction require-
ment or a telephoned requirement to restrict
(the latter being encouraged) will be effected,
specifying which claims are considered hnkmg
See 812,01 for telephone practice in restriction
requirements.

No art will be indicated for this type of link-
ing claim and no rejection of these claims made.

A 30-day shortened statutory period will be
set for response to a written requirement. Such

‘to sea.rch for one of thef
n places where no pertinent .
bject exists, a different field -

mdlcated 'different
rtinent to the:

This is
partwularly true in the manufacturing. arts
where manu actnrmg rocesses and the result-
‘together, e.g. Cathon:
Compounds Class 260. - Under. these circum-;

%%:on by the ning ou made
en prep: a final action in an app ication
where a.pphcanmn% has traversed the restrxetlon
\ mrement, see 821.01.
st uirement for rwtrxctxon, there
cltatmn of patents to show separate
assification or utility, The separate
ns should be identified by a grouping of
lalms a'short desc ,iptmn of the toul‘

mbmatmn,
fndu:]alte the
of eac up, A
and subclass. gro P ;

"The linking clalms mwrt ‘be examined with
the invention elected, and should any linking
claim be allowed, re]omder of the divided i in-
ventions must be penmtted ,

809.02 Generic Claim Llnklng Speeies
Under Rule 141, an allowed generic claim
may link up to five disclosed spemes embraced

thereby.
The practice is stated in Rule 146:

Rule 146. Election of species. In the first action on
an application containing a generlc claim and claims
restricted separately to each of more than one species
embraced thereby, the examiner, if of the opinicn after
a complete search on the generic claims that no generic
claim presented is allowable, shall require the appli-
cant in his response to that action to elect that species
of his invention to which his clalms shall be restricted
if ne generic clalm is finally held allowable. However,
if such application contains claims directed !> more
than five species, the examiner may require restriction
of the ciaims to not more than five species before taking
any further action in the case.

The last sentence of Rule 146, that the Ex-
aminer may require restrlctlon of the claims
so that not more than five specxes are wgamtely
claimed, is permissive. It may in ag-
gmvated cases of a mult:phc:ty of species,
without acting on generic claims, to narrow
the issues down to five species, But see
806.04 (h).
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(2) Clearly iden
cases at least exemplary
species, fo which claims

ecies ire preferably id

,}iiguml.:e and 8 or t
J ﬁg‘xl'e : 3

‘they are restricted. o

(3) Applicant should then be required to
elect 2 simgle disclosed spacies, and advised as
to the requisites of a complete response and his

ights under Rule 141. =~ o

or generic claims, a search should not be
made and art should not be cited.

A 80-day ‘shortened statutory period will be
set for response when a written requirement is
made without an action on the merits. Such
action will not be an “action on the merits” for
purpose of the second action final program.

o be complete, a response to a requirement
made according to this section need only include
a proper election. '

In those applications wherein a requirement
for restriction is accompanied by an action on
all claims, such action will be considered to be
an action on the merits and the next action
should be made final. , ;

The following form paragraphs are sug-
gested: = I .

“Generic claims . . . (identify) are present
in this application. Applicant is required to
elect a single disclosed species to which his
claims shall be restricted if no generic claim is
finally held allowable.”

“Applicant is advised that his response must
include, an identification of the disclosed species
that he elects consonant with the requirement,
and a Jisting of all claims readable thereon.
An argument that a generic claim is allowable,
or that all claims are generic or amended to be
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generic claim as
provi : = S N
.If claims are added after the election, appli-
cant; must indicate. which are readasble on the
elected species. TR s TR RS
. : How ExrrEssEp . ... -
The following text is ordinarily sufficient in
quiring election of species: '+ Co
'Applicant is required (1) to elect a single
disclosed species even though this requirement:
be traversed and (2) to list all ¢claims readable
thereon, including 'any’ claims : subsequently
added. ~ Section '809.02(a) Manual of Patent
Exdamining Procedure.” - - 0 oS
' This may be used instead of the three quoted
paragraphs in part (3) of this section except
where applicant is prosecuting:his own case or
there are other reasons for believing that the
short form would not be understood. ‘

_ Tt is necessary to (1) identify generic claims

or state that none are present,
identify each species involved. " =~ -

809.02(b) Election Required—Ge-
neric Claim Allowable
[R-18]

When a claim generic to two or more claimed
species is found to be allowable cn the first or
any subsequent action on the merits and election
of a single species has not been made, applicant
should be informed that the claim is ailowable
and generie, and a requirement should be made
that applicant elect & single species embraced by
the allowed genus unless the species claims are
all in the form required by Rule 141 snd no imore
than five species are claimed. Substantially
the following should be stated: -

“ Applicant is advised that his response to be
com ﬁete must include an identification of the
single, disclosed species within the allowed
genus that he elects and a listing of all claims
readable thereupon. Applicant is entitled to
consideration of claims to not more than four
disclosed species in addition to the elected spe-
cies, which species he must identify and list
all claims restricted to each, provided all the
claims to each additional species are written
in dependent form or otherwise include all the
limitations of an allowed generic claim as pro-
vided by Rule 141.”

a‘nd (2) to clearly

126




 “Claims ____ are held to be withdr
from further consideration under Rule 14
as not readable on the elected species.”
(2) When a generic claim is suk
found to be allowable, and _ than
additional species are claimed treatment should
be as follows: o
When any claim directed to one of said addi-
tional speciés: embraced by an:-allowed generic
claim is not in the required form,¢Z claims to
that species should be held to be withdrawn
from' further consideration by the ‘examiner.
The liolding should be worded somewhat asfol-
lows: “Claims ... i ... "dirdeted to species
......... are withdrawn from further consid-
eration in this case, since all of the claims to
this. species. do. not depend -upon;or otherwise
include all . of the-limitations. of an allowed
generic claim as required by Rule 141.” When
the case is otherwise ready for issue, an addi-
tional paragraph worded somewhat as follows
should be added to the holding: “This applica-
tion is in condition for allowance except for the
presence of such claims. Aprlicant is given one
month from the date of this letter to amend the
claims in conformance to Rule 141 or take other
action (Rule 144). Failure to take action dur-
ing this period will be treated as authorization
to cancel claims to the nonelected species by
Examiner’s Amendment and pass the case to
issue. The prosecution of this case is closed
except for consideration of the above matter.”
Claims directed to species no¢ embraced by
an allowed generic claim should be treated as
follows: Claims . _________ are for species not
embraced by allowed generic claims __________
‘as required by Rule 141 and are withdrawn
from further consideration in this case, Rule
142(b). - o ! S

809.02(d) No Species Claims
18]

Where only generic claims ave presented no
restriction can be required except in those cases
where the genericre;]aims recite sach a multi-
plicity of species that an unduly extensive and
burdensome search is necessary. See section
808.01(a). If after an action on only generic
claims with no restriction requirement, appli-

[R-
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‘Wh B ger n'is found
lowsble ifi' substance, even though it is ol d
to or rejected on merely formal grounds, action
on tha species claims shall thereupon be given
as if the generic claim were alloweg.?- SR

The treatment of the case should be as indi-
cated in sections 809.02 (b), (c), or (d).
809.03 Linking Claims [R-18]
_"There are a riumber of situations which arise
in which ‘an-application has clains to two or
more properly divisible inventions, so that a re-
quirement to restrict the application to one
would be proper, bat presented in the same case
are one or more claims (generally called “link-
ing”? claims) “inseparable therefrom and thus
linking together the inventions ‘otherwise
divisible.: "It should be noted that a claimdrawn
to an aggregation or combination does not link
the claims of two or more elements thereof, or
of two or more subcombinations, see 806.05(a).

The most common types: of linking ' claims
which, if allowed, act to prevent. restriction be-
tween inventions that can otherwise be shown to
be divisible, are: o

Genus claims linking species claims.

Claims to a product defined by process of
making the same linking proper product claims
and process claims. o o

A claim to the necessary process of making a
produet linking proper process and product
claims.

A claim to “means™ for practicing a process
linking proper apparatus and process claims.

- 'Where linking claims exist, & letter including
a restriction requirement onfy, or a telephoneg
requirement to restrict (the latter being encour-
aged) will be effected, specifying which claims
are considered to be linking. ,

809.04 Retention of Claims to Non-
Elected Invention

Where the requirement is predicated upon
the non-allowability of generic or other type
of linking claims, applicant is entitled to retain
in the case claims to the non-elected invention
or mventions,

If a linking claim is allowed, the Examiner
must thereafter examine species not to exceed
five if the linking claim is generic thereto, or
ke must examine the claims to the nonelected
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made, no ‘action on novelty and patentabxhty is

glven. Co

iy, o

Wever; mpt&as notad m(809 af an{scuéx.i
r_onnnvelty,ztmmt begwasonall

sm.oz - Umny Deferred

The office cy is to defer action on novelty
and patenta ihty until after the requirement is
comphed with, withdrawn or made final,

sgﬂsx parte Pickles, 1904 C.D. 126; 109 0.G.
1 .
Ex parte Snyder, 1904 C.D. 242 110 OG

2636
8Ex parte. Weston, 1911 C.D. 218; 173 OG

810.03 leen on Elected Invennon
. When Reqmrement Is Made
le

Rule 143 hst sentence stnbes ST the reqmre—
ment is repeated and made final, the Examiner
will at the same time act on the claims to the

elected invention.” Thus, action is ordinarily
given on the electad inyention in the action

makmg the reqmmment final.

811 Time for Mnking Requimment

Rule 142(a), 2nd sentence: “If the distinct-
ness and independence of the invenmtions be
clear, such requirement (i.e. election of the in-
vention to be claimed as required by 1st sen-
tence) will be made before any action upon the
merits; however, it may be made at any time

Bev. 18, Oct. 1968

B Alt.}wugh an wtwn on. novelty and patmmbﬂ- .

prior mqmrement th whlch appll
fé‘se% (Ex parte Benke, 1904 C.D. 63,

81 l 03 Repeatmg After Wntlldrawal—-
Te 8 reqm,rement t0 restrict is made and

+-hecause improper, when it: beeomet
& hter stage in the prosacutxon,

Even though mventions are grcuped tOgether
in'a requirement in a parent case, restriction
thereamong may be required in: the dlvxsmnal

case 1f proper.

812 Who Should Make the Reqmre-
ment

_ The requirement should be made by an exam-
iner who would examine at least one of the
inventions.

An examiner ordinarily should not Tequire
restriction in an application none of the
claimed subject matter of which is classifiable
in his group. Such an application should be
transferred to a group to which at least some
of the subject matter belongs. . :

812.01 Telephone Restrmt‘io.n. Pfﬁctice
{ R«lﬂ]

If an examiner determines that 2 requlrement
for restriction should be made in an applica-
tion, he should formulate a draft of such re-
striction requirement including en indication of
those claims considered to linking and
generic. No search or rejection of the linking
claims should be made. Thereupon, he should
telephone the attorney of record and ask if he
will make an oral election, with or without




‘tele-
“within’a le time, generally
yithin ‘three working. s If the attorney
objects to making election, or fails to
respond, the usual restriction letter: will be
mailed, and this letter should NOT contain'an
reference to the unsuccessful telephone call.
When an oral election is made, the examiner
will then proceed to incorporate into his letter
a formal restriction requirement including the
date of the election, the attorney’s name, and a
complete record of the telephone interview, fol-
lowed by a complete action on the elected claims
including linking or generic claims if present.
- If on examination the examiner finds the
elected claims to be allowable and no traverse

was made, the letter should be written on POL~ .

37 (Examiner’s Amendment) and should in-
clude cancellation of the non-elected claims, a
statement that the prosecution is closed and that
a notice of allowance will be sent in due course.
Correction of formal matters in the above-noted
situation which cannot be handled by a tele-
phone call and thus requires action by the ap-
plicant should be. ha;:i(}ed;under the Ez parte
Quayle practice, using POL-326; these would
usuall .drawing corrections or the like re-
quiring payment of charges. o

Should the elected claims be found allowable
in the first action, and an oral traverse was
noted, the examiner should include in his action
a statement under Section 821.01, M.P.E.P.,
making the restriction fina] and giving appli-
cant one month to either cancel the non-elected
claims or take other appropriate action (Rule
144). Failure to take action will be treated as
an authorization to cancel the non-elected
claims by an Examiner’s Amendment and pass
the case to issue. Prosecution of this applica-
tion is otherwise closed.

In either situation (traverse or no traverse},
caution should be exercised to determine if any
of the allowed claims are linking or generic be-
fore cancelling the non-elected claims. '

Where the respective inventions are located
in different groups the requirement for restric-
tion should be made only after consultation
with and approval by all groups involved. If
an oral election would cause the application to
be examined in another group, the initiating
group should transfer the application with a
sigined memorandum of the restriction require-
ment and a record of the interview. The re-
ceiving group will incorporate the substance of
this memorandum in its official letter as indi-
cated above. Differences as to restriction
should be settled by the existing chain of com-

$22-087 O - 68 - &

‘813 Citation of Art [R-18]

who have at least negotiation suthority,
examiners must have the prior'approva
; isory Primary Examin ;

Supervisory Prim

Ay L claims; No art w
linking elaims. ‘

B. Independent or distinct inventions—no
linking claims. No art is cited to show. sep-
arate status, separate classification, different
searches, or separate utility. See 809.

814 Indicate Exactly How Application
| EsToBeRestricted

.L Species. The modeofmdmtmg how‘ to
require restriction between species is set forth
- As:pointed out'in ex parte Ljungstrom 1905
C.D. 5415 119 O.G. 2335, the particular limi-
tations in the claims and the reasons why such
liniitations are considered to restrict the claims
to a particular disclosed species should be men-
tioned if necessary to make the reguirement
_B. Inwatwm other than speczes. It is nee-

essary to read all of the claims in order to de-
termine what the claims cover. When doing
this, the elaims directed to each separate sub-
ject should be noted along with a statement of
the subject matter to which they are drawn.

This is the best way to most clearly and pre-
cisely indicate to applicant how the application
should be restricted. It consists in identifying
each separate subject amongst which restriction
is required, and grouping each claim with its
subject. ;

While every claim should be accounted for,
the omission te greup s claim, or placing &
claim ir the wrong group will not affect the
propriety of a final requirement where the re-
quirement is otherwise proper and the correct
disposition of the omitted or erroneousiy
grouped claim is clear.

C. Linking clatms. The generic or other
linking claims should not be associated with
any one of the linked inventions since such
claims must be examined with any one of the
linked inventions that may be elected. This
fact should be clearly stated.

815 Make Reguirement Complete
{R-18])

When making s requirement every effort
should be made to have the requirement com-
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on that pomt an& 'such:
the necessary asmstance.

Fi bt

816 Give Reasons for Holding of Inde-

pemlence or Distinctness [R—

18]

The partxcular reasons relled ‘upon by the
Examiner for 'his hold that the inventions
as claimed are either independent or distinet,
should be concisely stated. A mere statement
of .eonclusion is inadequate:. ‘The reasons upon
which the conclusion 1s: based should be given.

The separate inventions should be identified
by a:grouping of the claimswith a short descrip-
tion. ofl the total extexfxyt of ﬂ:o invention rzllzlmed
in each group, specifying the type or tion-
ship of each: group: as;by: the
drawn {0 :a process, or to subeombin :
product, etc.; and: should indicate the classifica-
tion or separate status:of each ﬁup, a8 for
example, by class and subclass.

817 Outlme of Letter for Restrlchonk

Requirement between Distinet In-
~ ventions [R-18] o

The statement in 809.02 through 809 02(d)
is adequate indication of the form of letter
when election of species is required.

No outline of a letter is given for other types
of independent inventions since they rarely
oceur.

The following outline of a letter for a require-
ment to restrict is intended to cover every type
of origiral restriction requirement between
related inventions mcludmg those having link-
ing claims.

OvutrINg oF LETTER
A. Statement of the requirement
- Identify each group by Roman numeral
List claims in each group
Check accuracy of num
Look for same claims in two groups
Look for omitted claims -
Give short deseription of total extent of
the subject matter claimed in each

TOup
Point out critical claims of different

Scope ..

Ident:fy whether combination, subcom-
bination, process, apparatus or prod-
et

Claszify each group

Rev. 18, Oct. 1968

W claims. nat‘rmﬁpodgrmdxa
itien 1 ,

i o ) s
u IR L) gﬁ‘! Roowhms EE
" clsims may be @? ‘ for axmma«

‘ - tiom'
Othar ungrouped:
 Indicate dxsgzgmon

eg, previously nonelected nonstatn-
tory, canceled, ete."
C Allegqtlon of distinctness
Point out, faste whick shew dmtaz\ctmss
Treat the inventions as: claimed, don’t
‘merely state your conclusion that in-
~ventions: in' fact ave distinct
(1) Subcombination or: Element—
Subcombinstion or Element
Ewch are separately classified, have at-
“tained » separate status in the att, or
- involve different fields of search
“(2) Combmatlon-—Subcombmamon or Eie-

we The sameas(l) above :
{8Y Oombmahon—Combmatlon
* :'The sameas (1) above
“ (4) Process-—Apparatus e
: Proce& can be carried out by hand or
by other apparatus-
Demonstmte by Examiner’s sugges-
tion ’

OR
Demonstrate apparatus can be used in
other process {rare).
(5) Process and/or apparatus—Product
Demonstrate claimed product can be
made by other process (or appara-
tus)
By Examiner’s suggestion
OR
Process (or apparatus) can produce
other product (rare)

D. Allegation of reasons for insisting upen re-
strzctmn-For combination, sube mbmatlon,
and elements of a combination the reasons are
implicit in the determination of distinctness,
see 806.05(c)

Separate classification

Separate status in the art

Different fields of search

E. Summary statement

Summarize (1) distinctness and (2) rea-
sons for insisting upon restriction, if
applicable,

Inciude paragraph advising as to response
required.

Indicate effect of allowances of linking
claims, if any present.




ons aze claimed in a single
, Exan in his action ghall reguire
the applicant in his response to that action to elect

that invention to which his claims shall be restzicted,
this official action belng called 2 requirement for re-
striction (also known &z & requirement for division).
If the distinctness and independence of the inventions
bhe clear, such requirement will be made before apy
action on the merits; however, it may he made at any
time before fina! action in the case, al the discretion
of the Examiner,

Election is the designation of the particular
one of two or more disclosed inventions that
will be prosecuted in the application.

A response is the reply to each point raised
by the examiner’s action, and may include a
traverse or compliance.

131

at to restiict is a

upon which the appli-
cant relies for his conclusion that themqgge-

me'il‘t igeineml)r. L

o be complete, a mgpnse to a requirement
which merely specifies the linking Sgims need
only include & proper election. '

Where a rejection or objection is included
with a restriction requirement, applicant, be-
sides making a proper election must slso dis-
tinetly and specifieally peint out the supposed
errors in the examiner's rejection or objection.
See Rule 111,

818.01 Election Fixed by Action on
Clzims
Election becomes fixed when the claims in an

application hsve received an action on their
merits by the Office.
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the invention ‘e‘léc b an apphant and sub-
sequenily presented: claims to an -invention
other than that acted upon should 'be treated
as provzded in sectxon 821 03

818.02(5) Geneuc C'him Only--N
3Elecuon of Speewa [R—-
18y

Whete on}ﬁ;genenc clauns are

ﬁrst presented
.in. which: no
electmn of a single. mvgntmn lusbeen made,
and applicant later: presents species claims. to
more than one species of the invention he must
at that time indicate an election of a single
species.  The practice of requiring election of
species in cases with only: generic claims of the
unduly extensive and burdensome search type is

set forth in sectmn 808.01 (a)

818.02(c) By ,z0puolhl Cancellation
. of Claims

Where applicant is clammxg two or more
inventions (which may be species or various
types of related inventions) and as a result of
action on the claims he cancels the claims to
one or more of such inventions, leaving claims
to one invention, and such cleims are acted
upon by the examiner, the clalmed invention
thus acted npon is e]ect/ed ,

818.03 Express Election and Traverse

Rule 148. Reconsideration of requirement. If the
applicant disagrees with the requirement for restric-
tion, he may reguest reconsideration and withdrawal
ovr madification of the requirement, giving the reasons
therefor (see rule 111). In requesting reconsideration
the appifcant must indicate a provisional election of
one Invention for prosecution,” which invention shall
be the one elected in the cvent the requirement be-
comes finul. The requirement for restriction will De
roconsidored on sich a requesi. If the reqguirement is
repested and made final, the examiner will at the rame
time act on the clglme to the invention elected.

throughout o be-a

basges. lns cqnclusmz that &'

mguest tim'sfos% n-Apriding, and he masst; déa-
mtzymdspemﬁca@ypmm the suppased
errors in. the examiner’s action; the applicant
st # to every ground of objection and
rejection of the prior office setion.. i
.the. ‘applicant’s. action . must . appear
-fide: attempt to ad-
vance the case to. ﬂﬂalaam Themaraalle—
gation that the examiner has erred will/:
-received s & proper. Teason for~ uch re-

exauumtxmi
mnb is: reqmred to

' Under this ru!e, the appli
sspwﬁcaﬂy int .out-the ressons on-which he
T

TN & an
;isin . error does: not comply

with the ‘requirement-of Rule 111. ‘Thus the

required - provigional. election * (See 818.03( b))
becomes an electxon mthcmf; traverse.

818.03 (b) Must ‘Eleet, ‘Even When
Reqmrement Is Traverser.l
- [R-18] :

As noted in the second sentence of Rule 143,
a provisional election must be made even
though the requirement is traversed. -

All reqmrements should have as a conclud-
ing paragraph a ‘sentence stating in substance:
- “Applicant is advised that his response to be
complete must include an_election consonant
with the requirement, see Rule 143.”

The suggested concluding statement should
be reworded to fit the facts of the particular
requirement, e.g., as in 805.02(s) second form

paragraph under (3).

818.03(c) Must Traverse To Preserve
Right of Petition

Rule 144. Petition from reguirement for restriction.
After a final reqnirement for restriction, the applicant,
in addition to making any response due on the re-
mainder of the action, may pétition the Commissioner
to review the requirement. Petition may be deferred
until after final action on or allowance of claims to
the invention elected, but must be filed not later than
appeal. A petition will not be considered If reconsid-
eration of the reguirement was not requested. (See
rule 181.)
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" Election i BV
allowance of the lmkmg claims &
ment with the position taken ‘th
restriction is proper if the linking type claim
is not allowable and im roper if the are al-
lowable. If the Office allows such a claim it is
bound to mthdraw the irement and to act
on all linked inventions. But once all linking
elaime are canceled Rule 144 would not apply,
since the record would ‘be one of agreement as
to the- prog ity of restriction.

Where, however, there'is a traverse on the
ground that there is some relationship: (other
than and in addition to the linking type clmm)
that also-prevents restriction; the merits of the
requirément are: contesied and wot admitted.
Assume & particular situation of process: and
product: made where the claim: heid linking is
tclumto;':orh uct limited by the process of

e traverse may set forth partic-
ular reasons justifying the conclusion that re-
striction is improper since the process neces-
sarily makes the 1ﬁiprocl‘ncl: and that there is no
other ' présent loiown process by which ' the
preduct can -be ‘made. - If ‘péstriction is made
final in spite of such traverse, the right to
petition is preserved even though all linking
claims are canceled.

818.03 (e) Applwant Must Make Hls

Election

Applicant must make his own election. The
examiner will not make: the election for him,
Rule 142 Rule 143, second sentence.

819 Office Generally Does Not Permit
- Shift ,

The general policy of the Oﬂice is not to
permit the applicant to shift to claiming an-
other invention after an election is once made
and action given on’ the elected subject matter.
When claims are presented which the Exam-
iner holds sre drawn to an invention other
than elected he should treat the claims as out-
lined in 821.03.

Where the inventions are distinet and of
sach a nature that the Office compels restric-
tion, an election is not waived even though the
examiner gives action upon the patentability
of the claims to the non-elected invention, Ex
parte Loewenbach 1904 C.D. 170, 116 O.G. 857,

Bev. 18, Oct. 1068

‘as by simplifying

o af ﬂgkt n;s,y
i’n*venhon to claim-

msu%ts in'no: addxt.mw.i work or SXpenSe,
and particularly where the shift reduces work
the issues (Ex parte Heri-
tage Pat. No. 2375414 - decided . January 26,
1944). Having accepted & shift, case is not
abandoned (Meden v Cums 19()5 C.D. 272
117 O.G. 1798).. =

820 Not an Electnon* Permmssxble Siuft

ffice rejects ‘on’the: ground that

Erocess xs abvlous, the:only invention being

1n the product made, presenting claims to the

product is not a shift (Ex parte Trevette,
1901 CD. 170; 97 0.G. 1173).:

“Prodict ‘elected-no shift" Whene ‘examiner
holds invention to be in’ pmeess (Ex parte
Gner, 1923 C.D. 27; 309 0.G. 223).

‘Genus allowed, apphumt may elect up to
four additional species thereunder, in accord-
ance ‘with Rule 141, this not’ constitutin
shift' (Ex parte Sharp et al,, Patent %’o
9,932.739).

820 01 Oid Combmatlon Clanmeﬂ—-
. Not an Eleetion

Where an appllcatlon inally presents
claims to a combination (AB%l the examiner
holding the novelty if any, to reside in the sub-
combination (B) per se (see 806.05(b)) only,
and these claims are rejected on the ground of

“old combination,” subsequently presented
claims to subcombination (B) of the originally
claimed combination should not be rejected on
the ground of previous election of the combi-
nation, nor should this rejection be applied to
such combination claims if they are reasserted.
Final rejection of the reasserted “old combina-
tion” claims is the action that should be taken.
The combination and subcombination as de-
fined by the claims under this special situation

are not for distinct inventions. {See

806.05(c).)

820.02 Interference Issues—Not an
Election

Where an interference is instituted prior to
an applicant’s elechon, the subject matter of
the interference issues is not elected. An ap-
plicant may, after the termination of the in-
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821 Trestment of Claims Held to be
C 0 Draw to Nou-Elected Imventions

Claims held to be drawn to nom-elected in-
ventions, including claims to non-elected spe-
cies, are treated as indicated in 821.01 through
821.03. However, for treatment of clsims held
to be drawn to species non-elected without
traverse in applications not ready for issue
(where such holding is not challenged), see
809.02(c) through 809.02(e).

The propriety of a requirement to restrict, if
traversed, is reviewable by petition under Rule
144. B
All claims that the Examiner holds are not
directed to the elected subject matter should be
withdrawn from further consideration. by the
Examiner as set forth in section 809.02({c) and
821.01 through 821.03. As to one or more of
such claims the applicant may traverse the Ex-
aminer’s holding that they are not directed to
the elected subject matter. The propriety of
this holding, if traversed, is appealable. Thus,
if the Examiner adheres to his position after
such traverse, he should reject the claims to
which the traverse applies on the ground that
they are not directed to the elected subject
matter. Claims for which no traverse is pre-
sented should be withdrawn under Rule 142(b)
as indicated in the other, above noted, section.

821.01 After Election With Traverse
{R-17]

Where the initial requirement is traversed, it
should be reconsidered. If, upon reconsidera-
tion, the Examiner is still of the opinion that
restriction is proper he shall repeat and make
final the requirement in the next Office action.
(See 803.01.) In doing so, the Examiner
should reply to the reasons or argument ad-
vanced by applicant in his traverse. If the
Examiner, upon reconsideration, is of the opin-
ion that the requirement for restriction is im-
proper he should state in the next Office action
that the requirement for restriction is with-
drawn and give an action on all the claims.

If the requirement is repeated and made
final, in that and in each subsequent action,
the claims to the nonelected invention should
be treated substantially as follows:

“Claims . _..._.._. stand withdrawn from
further consideration by the examiner, Rule
142(b), as being for a nonelected invention (or
species), the requirement having been traversed
in paper No. ___.._. ”

he case substantially as follows:

cmewnw StaNd sllowed.
ication is in condition for allow-
the presence of claims ____. to
e {or species) nonelécted with trav-
erse in paper No. ___.__.. Applicant is given
one month from the date of this letier to can-
cel the noted claims or take other appropriate
action (Rule 144). Failure to take action dur-
ing this Feriod will be trested as authorization
to cancel the nonelected claims by Examiner’s
Amendment and pass the csee for issue.

The prosecution of this case is closed ex-

cept for consideration of the sbove matter.”

en p ring a final action in an applica-
tion where the as been w traverssl of & re-
quirement for restriction, the Examiner should
indicate in his action that s complete response
must include cancellation of the clsims drawn
to the non-elected invention, or other appropri-
ate action (hlim;le 144). 'Where a response to &
final action has otherwise placed the application
in condition for allowance, the failure to cancel
claims drawn to the non-elected invention or to
take appropriate action will be construed as
authorization to cancel these claims by Examin-
er’s Amendment and pass the case to issue after
the expiration of the statutory period for ap-
peal. (See 714.13 time for appeal.)

Note that the petition under Rule 144 must
be filed “not later than appeal”. This is con-
strued to mean appeal to the Board of Appeals.
If the case is ready for allowance after appeal
and no petition has been filed, the Examiner
should simply cancel the non-elected claims by
Examiner’s Amendment, calling attention to
the provisions of Rule 144.

After Election Without Trav-
erse

821.02

Where the initial requirement is not tra-
versed, if adhered to, appropriate action should
be given on the electeg claims and the claims
to the nonelected invention should be treated
substantially as follows:

“Claims stand withdrawn from
further consideration by the examiner, Rule
142(b), as being for a nonelected invention (or
species). Election was made without traverse
in paper No. _.._.... ”

This will show that applicant has not re-
tained the right to petition from the require-
ment under Rule 144.

o
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- Undex these: %i‘z‘i?mtmm, wh

cies, may be’ canceled by “Exnminer’s
‘ nt, and the ‘case p “ for ‘issie.
The Exaxmnar’s ‘Amendment s&mﬂd state ‘in
substance:

“In view of the fact tha,t this appheaimn is
in condition for allowance except for the pres-
ence of claims ... __ to an invention (or
spacies) mmelected without traverse in paper
No. ..-.--, thess claims have bwn eanceled.”

821.03 Claims for Dlﬂ'erenl lnvenhon
Added After an QOffice Action

Claims added by amendment following ac-
tion by the examiner, 818.01, 81802(a), to an
invention other than previously clauned, should
be treated as indicated by Rule 145.

Ryle 145 s’ubaequent precentaﬁon ef dam: for dif-
ferent mmtmn. If, after an otﬂce aetion on an ap-
p]lcation. ‘the applicant presents claims directed to an
invention dlstlnct from and independent of the inven-
tion previously clalmed, the applicant will be required
to restrict the claims to the invention previously claimed
if the amendment is entered, subject to reconsideration
and review as provided in rules 143 and 144

The action should take substantially the fol-
lowing form:

“I. Claims - are directed to . _____
(identify the invention) elected by ... __.___
(indicate how the invention was elected, as by
original presentation of claims, election with
(or without) traverse in paper No. ______ . ete.)
and applicant has received an action on such
claims.

IL Claims __________ are for —_._______
(identify invention, give factual showing of
reasons why, as claimed, it is distinct from
elected invention, show separate classification
or status, etc., i.e., make complete showing of
propriety of requu'ement in manner similar to
an original requirement).

Applicant is required to restrict the claims
to the invention previously elected, and thus
the claims of group II are held withdrawn
from further consideration by the examiner
by the prior election, Rule 142(b).”

Of course, a complete action on all claims to
the elected invention should be given.

Note that the above practice is intended to
have no effect on the practice stated in 1101.01.
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ot‘hemiw ready for issue, the _mkwihe“'t‘

aéiée mvemtwe entzt , nione of hlch has become
a patenty is treated in Rule 78.as follows:

{b) Where two or more app‘lications filed: hy the
same applicant, or owned by the same party ‘contain
vonflicting claims, elimination of such claims trom ail
but cne application may be required in'the absence of
good and’ sumeient reason for thele retention duﬂng
pendency 1n more then ‘one application.

See 304 for conflicting subject matter in two
s.pphmtlons, same inventive entity, one
assigned.

See 305 for conflicting subject matter, differ-
ent inventors, common ownership.

See 706. 03(1{) for re]ectlon of one claim on
another in the same application.

See 706.03(w) and 06.07 (b) for res ]udl-
cata.

See 709.01 for one application in interference,

See 808.04(h) to 806.04(j) for species and

genus in separate applications.

Wherever ap]proprmte, such conflicting ap-
plications should be joined. This is particu-
arly true, where the two or more applications
are due to, and consonant with, a requirement

to restrict which the examiner now considers
to be improper.

822.01 Co-pendmg Before the Exam-
iner [R-17] .

Under Rule 78(b) the practice relative to
overlapping claims in ({)phc'xtlons copending
before the examiner (and not the result of and
consonant with a requirement to restrict, for
which see 804.01), is as follows:

Where claims in one application are unpat-
entable over claims of another application of
the same inventive entity (either because they
recite the same subject matter, or because the
prior art shows that the differences do not im-
part a patentable distinction), a complete
examination should be made of the claims of
one application. The claims of the other appli-
cation may be rejected on the claims of the one
examined, whether the claims of the one exam-
ined are allowed or not.

In aggravated situations no other rejection
need be entered on the claims held unpatentable
over the claims of the other application. How-
ever, any additional claims in the one applica-
tion that are not rejected on the claims of the
other should be fully treated.
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