Instead of “Rules of Pra oo™

704 “Search’ O

705 Putmtabﬂ!ty Reporta e ,

705.01 - Inetructions re Patentability ‘Reports

705.01(a) Natoreof P. K., 7is Ues and Di@wﬁ%

705.01(b) “Sequence of Exumination

705.01(c) Counting snd Recording P. R.%¢

705.01 (d) Dupliégte Prints of Drawings

705.01(e} ' Limitation ds to Use

705.01(f) ~ Interviews With Applicants

7066 Rejection of Claims

708.01 Gontrasted ,With Objepﬂons

706.02 Rejcction on Prlor Art '

"0602(&) Establtshlng “Well Enoen™ Pﬂor Art

708.03 Bejections ‘Not Based on Prior Art ‘

708.03(a)" ‘“Nonstatutory Subject Matter

706.03(b) - ‘Barred by Atomic Energy Aet

708.03{¢) ‘Punctional

708.03(d) Vague and Indefinite

706.03{e) Product by Process

708.03¢(f) - Incomplete -

706.03(g) Prolix

706.03(h) Nonstatutory Claim

706.08(1) Aggregation

708.08(j) - - Oid Combination

706.03(k) Duplicate Claims; Double Patenting

706.03(1) Mutiplicity

706.03(m) Nonelected Inventions

706.03(n) ~ Correspondence of Cinim and Disclosure

708.03(0) New BMMatter

708.03(p) No TUtility

708.03(a) Obvious Method

706.03(r} Mere Function of Machine

706.03(s) Statutory Bar

706.03(t) Other Assigned Application

706.03(u) Disclaimer

708.03(v) After Interference or Public Use Proceed-
ing

Reg Judicata

Reizgne

708.02(w)
708.03(x)
708.03(y) Improper Markush

708.03(z) Undue Breadth

706.04 Rejection of Previously Allowed Claim
70805 Rejection After Allowance of Application
706.06 Rejection of Claims Copied from Patent
706.07 Final Refection

706.07(a) When Proper on Second Action
708.07(b) When Proper on First Acticn
708.07(¢} Premature

706.07(d) Withdrawal of Premature

WEHT (67 WithGrawal of Firal nejecuon. General
707 Examiner's Letier or Action ™
0701 Primsry Mw“mamw Action tor New
Assistant
T07.01(n) - Partial 81@&!:0:& &nﬁmﬂty
707.02 Aections which Reguire the Personal Attention
of the Primary Braminer
70T.02{8) Cases Up for Third Action and Five-Year
Cases
707.04 Initial Sentence
707.05 Citation of References
TW0i05(a) Coples of Cited References Provided by
T Reference Order Center
References Cited By Applicant
Grouped at Beginping of Letter
Reference “ited fa Subsequent Actions
Data Used in Citing References
Pftective Dates of Dechasiﬂed Printed
Ifatier
T0T.05(g) Incorrect Clirtlon of References _
70708 Cltation of Decisions, Orders, Memorsadums
and Notices
0T OT - Completeness and Clarlly
T07.07(8) Actlon on Pormal Mettery -
TOTLOT(b) Requiring New Oath’
707.07(c} Draftsman’s Requiremwent
707.07{(4) Language To Be Used in Rejections
707.07(e) Note All Cutstanding Requiréments
707.07(f) Answer All Material Traversed
707.07{g) Plecemes! Examination
70%.07(h) Notify of Inaccuracies in Amendment
T7.07(1) Bach Clzim To Be Mentioned in Each
Letter
T07.0°(}) State When Claims Are Allowable
707.07 (k) Numbering Paragraphs
70708 Review and Initialing by Assistant Examiner
70709 Signing by Primary or Other Authorized
Examineyp
Entry
Date

TH.05(b)
T07.05(¢c)
T05(d)
07.05(e)
TOTA5(L)

707.1¢

T07.11

70712 Mailing

707.13 Returned Office Action

708 Order of Examination

708.01 List of Special Cases

708.02 Petition to Make Special

70803 Examiner Tenders His Reaignation

709 Suspension of Action

702.01 Overlapping Applications by Same Applicant
or owned by Same Assignee

709.02 Actions Following Correspondence under Bule
202

710 Perfod for Responge

710.01 Statutory Period

710.01(a) Statutory Period: How Computed
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Actions
uo.oz(a) . Differences Between Shortened. &smtuy
and Time Limit Perwﬁl
710.02(e) Esxtensionof Time. . . .
71004 . Two Period; Running ‘
710.04(a) Copying Patent. Clalm 3

710.05..  Period Ending on Saturday, Sunday or Holi-
day

71008 Miscellancous Factors Determlnmg Date

711  Abandonment .

71101 Express or Formal Abandonment

71102 Failure to Take Required Action During Stam~
tory Period :

711.02(a} . Insufficlency of Responae

711.02(b) Special Sltuntlons Involving Ab&ndonmt

711.02(c) Termlnation of Proceedings

711.03 - Reconsideration of Holding of Abandmmnt
Revival

711.03(a) . Holding Based on Insuﬁiclency of Respouse

TIL0B(b) HoldingBased on Fallure to Bespond With-

in Period

711.08(c) Petitions Relating to Hold!ng of Abhendon-
ment .

711.03(d) Examiner's St&tement on Peﬂtlon nelat-

ing to Abandonment ‘
71104  Disposition of Abandoned Applications
711.04(a) Pulling and Forwarding .
711.04(b) Ordering Abandoned Filea
71105 Letter of Abandonment Reeelved After Appli-
cation is Allowed
71106 Abstracts, Abbreviatures and Defensive Pub-
lications
Use of Abstracts, Abbreviatures and De-
sive Publications as References
712 Abandonment for Fallure to Pay Issue Fee (For-
feiture)
Interviews
General Policy, How Conducted
Interviews Prior to First Officlal Action
Interviews for “Sounding Cut” Examiner Not
Permitted
Bubstance of Interview Must Be Made of
Record
Interviews Prohibited or Granted, Special
Situations
No Inter Partes Questions Discussed Ex Parte
Ezxposure of Other Caseg
Demonstration, Exhibits, Models
Finally Refected Application
Interview Preceding Filing Amendment Under
Rule 312
714 Amendments, Applicant’s Actionsg
71401 Signatures to Ameandments
714.01(a) Unsigned or Improperly Signed Amend-
ment

711.068(a)

713

713.01
713.02
713.03

713.04
713.05

713.08
713.07
713.08
713.00
713.10
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71402 |

714.04

714.05

714.08 .

714.07
714.08
714.09
714.10
71411

714.12
714.12

71414
714.16

714.16

714.16(a)
714.18(b)
714.16(¢)
714.16(d)
714.18(e)

71417

71418
71415
714.20
714.21

714.22
71423

714.24
714.25
715

715.01

715.01(a}
715.01(b)

715.05(c)

715.02
715.03

715.04
715.05
715.06

Clalms Presented in Amendment with No At-
um'g*to' Polnt Out mmm Noveity

Amendmenu Not in Parmamt Ink

Telegeaphie Amenumeu: ,

Amendments Before First Office Axetion

Claims Added in Exzcess of Filing Ebe

Amendment Filed During Interference Pro-
ceadings

Amendments 4fter F!nal Rajeﬁion or Action

Amendments After Final Bejeeeﬂou or Agtion,
Procedure Followed . -

Amendments After Allomee M m (ﬂaim

Amendmzt Mailed Before, m ‘Recetved !n
Exam Group After Allowance

Amendment After Notice.of Alwwam Bule
312 .

Copied Patent Claims

Filed with a Motion Uuder Rtﬂe 231
Additional Claims

Handling

Entry in Part

Amendment Piled After the Period for Be-
gponge Has Expired

Entry of Amendments

List of Amendments, Entry Dealed

List of Amendments Entered in Part

Amendments Inadvertently Entered, No Legal
Effect

Entry of Amendments, Directions for

Entry of Amendments, Directions for, Defec-
tive

Amendment of Amendment

Discourtesy of Applicant or Atlorney

Swearing Bsck of Reference—Affdavic Under

Ruie 131

Reference Clgimsz Foreign Filing Date

Reference a Joint Patent to Applicant and
Another

Reference and Application have Common
Aggignee

Reference is Publication of Applicant’s
Own Invention

General Rule as to Generic Clalms

Exceptions and Practice Relative to Chemical
Canen

Who May MMake Afidavit

Patent Claiming Bame Invention

Affidavit Under Rule 131 3ust Be Removed
Before Interference




ed. Out
+ Disposition of Exhibit !
assed Upon By Primary Examiuer
715.00 - Seasonable Presentation '
716 Affidavits Trayersing Rejections, Rule 132
7i7 File Wrapper R '
71701 . Papers jn File Wrapper

717.01(s) Arrangement of Papers in File Wrapper

717.01(b) Prints IR
71702 Date Entered on File Wrapper =
717.02(a) Statutory Period Ends On Sunday or Holl-

717.02(b) . Name or Residence of Inveator or Title
., . Changed . .. . .

717.03 = Classification During Examination .

717.04  Index of Claims .

717.03  Fleid of Search

Forelgn Filing Dates
Related Applications

- Statutory Authority for Examina-
tion o _

8 U.8.C. 131. The Commliesioner shall cause an ex-
amination to be made of the application and the aileged
new invention; and if on such examinsation it appears
that-the applicant is entitled to a patent under the law,
the Commissioner shall issue 2 patent therefor.

The main conditions precedent to the grant
of & patent to an applicant are set forth in
35 US.C. 101, 102,108.

717.08
717.07

701

702 Requisites of the A,pplication

The Examiner should be careful to see that
the application meets all the requisites set
forth in Chapter 600 both as to formal matters
and as to the completeness and clarity of the
disclosure. If all of the requisites are not
met, applicant may be called upon for neces-
sary amendments. Such amendments, how-
ever, must not include new matter.

702.01 Obviously Informal Cases

When an application is reached for its first
action and it is then discovered to he imprac-
tical to give a complete action on the merits
hecause of the paucity of disclosure, the fol-
lowing ure may be followed: (1) A
reasonable search should be made of the in-
vention so far as it can be understood from the
disclosure, objects of invention and claims and
any apparently pertinent art cited: (2) Infor-
malities noted by Application Branch and de-
ficiencies in the drawing should be pointed out

63

ST Wb LT, i 1T 6 A L d

et ar t et 'V':-:gm~
pecific points of informality in_ the
cation and ¢laims. The burden is on the

applicant to. revise the application to. render
it i proper form for a complete examination.
Applicants should make every effort to follow
U.S. practices and terminology when pzefwg
a case for filing. If this has not been done, a
prompt amendment should be made, avoiding
the introduction of new matter, but putting the
case in proper form. ar T e
For the procedure to be followed when only
the, drawing  is informal, see 608.02(a) .and
%;&(b)!'n By e S: N I

703 “General Information Concerning
- Patents"’ Sent Instead of “Rules of
Practice” . .
The pamphlet “General Information Cen-
cerning Patents” may be sent to an appliéant
handling his own case when the Examiner
deems it advisable. S P

704 Sesrch

After reading the specification and claims,
the Examiner searches the prior art. ;
~The subject of searching is more fully
treated in Chapter "800. 904 through
904.02. The invention should be thoroughly
understood before a search is wundertaken.
However, informal cases, or those which can
only be imperfectly understood when they
come up for action in their regular turn are
also given a search, in order to avoid piece-
mea} prosecution. Colo

Previous Examuawen’s Search

When an examiner is assigned to act on an
application which has received one or more ac-
tions by some other examiner, full faith and
credit should be given to the search and action
of the previous examiner unless there is a clear
error in the previous action or knowledge of
other prior art. In general the second Exam-
iner should not take an entirely new ap-
proach to the case or attempt to recrient the
point. of view of the previous Examiner, or
make a new search in the mere hope of finding
something. See717.05.

Rev. 14, Oct. 1867




aihitiing Brous,
: ;ﬁ?gema
- other groups,’ which claifns. ave
it 45 o g the blakime Which govers
Reation of the sppliation i the it group,
if ity be refected to the other group
s conicerned for & report 88 'to the pat-
bility of corfain designated claims, This
ort will bo known 83 & Patentability Report
¥.R.) and will be signed by the Primary Ex-
(PR nd willbo igned by the Primary ¥
- The report, if e‘gibgr “written, need not he

“"Note that the Patentability Report practice
is suspended, except in extreaordinary circum-
stances. Seo70501(e). |

705.01 Instructions re Patentability
Reports

AP

I’ ihe. prosecution of an application under
 conditions authorizéd in "th"el?' tice of Novem-
ber 10, 1948, relating to Patentsbility Reports,
the foﬁawying procedure should bs observed.
_ 'When an application comes up for any ze-
tion ‘and the Primary Examiners involved
‘that a Patentability Rergo'rt is necessary,
the application will be forwarded to the proper
group with a memorandum attached, for in-
stance, For Patentability Report from Group
........ as to Claims ....._._.

705.01(a) Nature of P.R., Its Use and
Disposal :

The Primary Examiner in the group from
which the Patentability Report is requested, if
he approves the request, will direct the prepa-
ration of the Patentability Report. This Pat-
entability Report will be written or typed on a
memorandum form and will include the cita-
tion of all pertinent references and a complete
action on all claims involved. The field of
search covered should be endorsed on the file
wrapper by the Examiner making the report.
When an Examiner to whom a case has heen
forwarded for a Patentability Report is of the
opinion that final action is in order as to the
referred claims, he should so state. The Pat-
entability Report when signed by the Primary
Examiner in the reporting group will be re-
turned to the group to which the application is
regularly assigned.

The Examiner preparing the Patentability
Report will be entitled to receive un explana-

Rev. 18, July 1967

to avoid duplieation
- Examinér in' i vel
B it ‘the opinion thei's Pat-
Repurt iz 50t in erder; he should so
rimity Exuminer in the forward:
inggroup. o o

Disaousesess A8 70 CLABSIFICATION

Conflict of opinion as to classifieation may
be rveferred to an Exsminer of Classification
for decision, ‘

If the Primery Examiner in the up
having i:grisdimim of the cam ngrees with the
Patentability Report, he should incorporate the
substance thereof in his sction, which action
will be complete ae to all claims, The Pat-
entability Report in such a case will not be
given a paper number but will be allowed to
remein in the file until the case is fnally dis-
posed of by allowance or abandonment, at
which time it should bs removed.

‘DisacreesenT o Parentasinrre Rerowr

If the Primsgi Examiner does not agre
with the Patentability Report or any portion
thereof, he may conmult with the Primary Ex-
aminer respongsible for the report. If agree.
ment as to the resulting sction cannot be
reached, the Primary Examiner having juris.
diction of the case need not vely on the Fny
entability Report but may make his own acgim
on the referred claims, in which case the Pa
%l;tability Report should be removed frow 1h
e,

Arrear. Tagewn

When an appeal is taken from the rejection
of claims, all of which are examinable in the
group preparing a Patentubility Report, and
the application is otherwise allowable, formal
tronsfer of the csse to said group should be
made for the purpose of appeal only. The
recetving group will take jurisdiction of the
application and prepare the examiner’s answer.
At the time of sllowance, the application may
be sent to issue by said group with its clas-
sification determined by the controlling claims
remaining in the case.

705.01(b) Sequence of Examination

In the event that the Primary Examiners
concerned in a P.R. case cannot agree as to the
order of examinstion by their groups, the
Primary Examiner having jurisdiction of the
case will direct that a complete search be made
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P.R's [R-16] |

rding of the application for & Pat-
Report is not to be. {reated ss 8
; - COmP: -and the spphecation is
ready for return to the forwarding group,
it is pot counted either as.a receipt or action
by transfer. Credit, bowever, is given for the
A box i3 provided om eech file wrapper
headed “P.R. 0
Mmpmakingthel’.ﬁisenwmdin

The date sistus of the application inthe
reporting group will be determined on the
besis_of the dates i the%mupof -original
jurisdiction. To insure orderly progress in the

dates; & timely reminder should be
furnished to the group making the P.R.

705.01(d) Duplicste Prints of Draw-
ings i

In Patentability Report cases having draw-
ings, the examiner to whom the case is ss-
signed will furnish to the group to which the
case is referred, prints of such sheets of the
drawings as are m:imble, for interference
search purposes. this has been done may
be indicated by s pencil notation on the file

a%an a case that has hgfi;) : Patentabi;lbig Re-
port prosecution is r issue or becomes
abandon NOTHmON of this fact will
AT ONCE be given by the gﬁmp“ having
jurisdiction of the case to each gmuﬂ that
submitted & P.R. The Examiner of each such
reporting group will note the date of allow-
ance or sbandonment on his duplicate set of
prints. At such time ss these prints become
of no value to the reporting group, they may
be destroyed.

705.01(e) Limitation as to Use [R-
16]
The shove outlined Patentability Report

practice is not obligatory and should be re-
sorted to only where it will zave total examiner

vigible inventions are e

less totsl examinﬁ titn’;e than would be con-

Where claiins are directed to the seme char-
acter ‘of "invention but giffer ir: scope only,
prosecution by Patentability Report is never

g’ emplary situations where Pmmbﬂm{
W ere ordinarily not proper are ss fol-

- {1} Where the claims are related as a manu-

process and a product defined by the
process of manufacture. The examiner having
Jurisdiction . of the process can ususlly give a
complets, adequate examination in less total
examiner time thar would be consumed by the
use of & Patentability. Report. ,

(2) Whers the cleims axe related 23 & prod-
uet and & process which involves merely the
fact that a product having certain charecteris-
tics is wade. The examiver having jurisdic-
tion of the product can usually make a com-
pleie and uate exszaination.

_{8) Where the claims are related as a com-
bination distinguished solely by the charac-
teristics of s subcombination and such sub-
combination se. 'The exsminer having
jurisdiction of the subcombinetion can usnally
meke 8 complete and adequate examination.

Because. of the high percentags of new ex-
aminers, situations nently arise where the
Patentability Report would of necessity be
made by an examiner who knows less about the
art than the oxeminer seeking the Patentabil-
i rt. Then there are slso situations
w e exeminer seeking the re is suffi-
ciently qualified to search the art himself.

In view of these conditions which are ex-
gftedwprevail for some time to come, it is

t to be in_the best interests of the Of-
fice to suspend the present Patentability Re-

vt practice. Where it can be shown, however,
that a Patentability Report will save total

- practice.

examiner time, exceptions may be permitted
with the approval of the Group Manager

of the group to which the application is ss-
Hev. 18, Apz. 1968




Notwa of Novamber 12, 1

13 to
713.10 regarding mtemws in gen
706 Rej?eetion of Claims [R~16]

ozuéﬁhthamefthManMexplams

m%l&mthslﬂxummr
importance of his
role in allowmg clalms wluch pmperly deﬁ.ue

Ruls 108. mem {ay nmmmm
is not considered patentable, or not considered patents-
bhummmwmmmmmt
euhhlawmbem :

= {b) Inmjectﬂgchimsforwutofmvdtyotfor
wmtotinmtm,tbemmmmatemebmtmf-
evences at hig command.  When & reference is complex
o shows or deacribes inventions other than that claimed
by the applicant, the particular part relied on must be
deslgmnted as nearly as practicgble. The pertinence
of each reference, if not obvicws, must be clearly ex-
plamedandeaehre:!ectadclaimwm

The standards of pa.hutabﬂxty applied in the
examination of claims must be the same
thronghout the Office. In every art, whether it
be considered “complex,” “newly eloped,”
“crowded,” or “competitive,” all of the require-
mentg for patentability (e.g., novelty, useful-
negs and unobviousness, as provided in 35 U.S.C.
101, 102, and 103) must be met before a claim is
allowed. The mere fact that a claim recites in
detail all of the features of an invention (i, is
a “pictore” claim) is never, in itself, justifica-
tion for the sllowance of such 2 claim.

When an spplication diseloses patentable
gubject matter and it is spparent from the
claims and the Applicant’s arguments that the
claims are intended to be directed to such pat-
entable subject matter, but the clsims in their
present form cannot be allowed because of de-
fects in form or omission of a limitation, the
Examiner should not stop with a bare objec-
tion or m;eotnon of the claims. The Ezam-
iner’s action should be constructive in nsture
and when possible he should offer a definite
suggestion for corrvection,

M’mmum

ly clmmad such éismsmyhaglm
eoonmdemﬁm
response by appnmnt (rule :um ﬁe applieat!on will
be recxamined aund reconsidered, and the applicant wil
bemﬂﬁedifuhhmmmjm%womwﬂmmre
quiremends mede, ih the skree manier §s aftes the firet
examinstion muuutwmhmt)%w
ﬂom'mmememmfmmrBMMwithm
withiont amendment,” but any améodinents efter
ssvond Office actice must cmmmrw M'W to
memjeeﬁanorwthewmmwmmmma
and the spplication will be again considered, and 2o ont
repeatedly, unlmth&emmimmmwlthatm
actim !smzl. . .

7@6 01 Contrasted W:&h Obieeﬁon

The refusal to grant claims becavse the' sub-
ject matter as claimed is considered unpatenta-
blerscaik&n“reg@«am” ‘The terin “rej »
must be applied to such claims in the
iner’s letter. Xf the form of the claim (a,s chs-
tinguished from its substance) is im £, 81
“objection” is made. The ical difference
between s rejection and an objection is that a

rejection, invol the merits of the claim, is
ject to ren;:'lgby the Boo.rd ef Appeals

wln.la an objection, if

reviewed anly by way ofpe pmtwn to the &zm

misgioner.
Anemmpleofamntﬁerofformasbowhmh

objection is made is dependency of & claim on &

rejected claim, if the dependent claim is other-

wite allowable, See 608.01 (n).

Rejeactmn on Prior Art R~
16}

By far the most frequent ground of rejection
is on the ground of unpatentability in view of
the prior art, that is, that the claimed matter
is either not novel under 35 U.S.C. 102, or else
it is cbvzggsu;néder 35 U.S.C. ]103 S’}Iﬁl;kligg;
guage to n rejemng claims sho
uneguivecal.  See 707.07(d

Prior art rejections sh mdjm.rly be con-
fined strictly to the best available art. Exm
tions may properly bs made, e.g., (1) where
propriety of & 35 U.S.C. 102 rejection depen

on & particular interpretation of a claim; (ﬁ)

706.02




where & _claim is met onl mmmsbyswiﬁr-
ence whick does not the inventive con-
xmvolvad ; or (8) where the most pe
seems likely to be antedated by & Rule
lsle.ﬁdﬁnt. Such rejections should be backed
gfug best other art rejections available.
cumuistive ions; ie., those which

clearly fall if & vmdﬁfm]wtmnwm
noé sus should be &
A U.S. patent may be & reference

apphmhoneventhoughthepstantdafa:saf—

2uNAthE € - G < 3

706.02

&m of the a. hc&t,m mo
icr to the 0f the apphmm

t is proper to mele'su & patent 88 & basic
or an auxiliary reference and such
may be used together as basic and suxiliary ref-

erences, 'This doctrine arose in Alewander Afil-

burn Co. v. Davis-Bowrnomwville Co., 1926 CD.
303; 344 0.3, 817; and was enacted into law
by '35 U.S0. 102(3 It was held appli-
cable to rejections uader 35 U.S.C. 1038 by tﬁ;e

Bev. 18, Ape. 1988




-+ in the art are sserted by the Examiner

to'be “well known” or “matiérs of common
cnowledge”.  Tf justified, the Ex‘a;ﬁzé;er_‘shon}&_
mentary proof. II the knowledge is of such
notorious character that judicial notice can be
taken, it is sufficient so to state. In re Mal-
col, 1942 C.D. 589; 543 O.G. 440, ' If the ap-
plicant traverses such an assertion the Exam-
mer should cite a reference in ‘support of his
p’Ositio'ﬁ*’.{ BT T e T b e SEEE
~ Failure ' of the applicant to ssasonably chal-
lenge such assertions’ establishes them as ad-
mitted prior art. ' See In re Gunther, 1842 C.D.
332; 538 O.Gr. 744 ; In re Clieveniard, 1944 C.D.
141;'500 D.G. 198, This applics zlso to asser-
tions ‘of ‘the Board. In re Selmi, 1946 C.D.
525; 591 O.G. 160; In re Fischer, 1942 C.D.

205; 538 0.G. 508.

706;03. Rejections Not Based on Prior
At [R-18]

The primary object of the examination of an
af)plicaticm is to determine whether or not the
claims define a patentable advance over the
prior art. This consideration should not be
relegated to a secondary position while undue
emphasis is given to non-prior art or “technical™
rejections. Effort in examining should be con-
centrated on truly essential matters, minimizing
or eliminating effort on technical rejections
which are not really critical. Where a major
technical rejection is proper (e.g., lack of proper
disclosure, undue breadth, utility, ete.) such re-
jection should be stated with a full development
of the reasons rather than by a mere conclusion
coupled with some stereotyped expression.

Generally speaking, the inclusion of (1)
negative himitations and (2) altermative ex-
pressions, provided that the alternatively ex-
pressed elements are basically equivalents for
the purpose of the invention, are permitted if no
uncertainty or ambiguity with resﬁect to the
question of scope or breadth of the claim is
presented.

The Examiner has the responsibility to make
sure the wording of the claims is sufficiently de-
finite to reasonably determine the seope. Tt is
applicant’s responsibility to select proper word-

STICIZED LANGUAGE
REJECTION, THERE' WILL BE LES:
CHANCE OF A MISUNDERSTANDING
AS TO THE GROUNDS OF REJECTION.

706.03(a) Nonstatutory Subject Mat-
o ter
. Patents are not granted for:all new and use-
ful : inventions: and discoveries.. The subject
maetter of the invention or discovery maust come
within the boundaries set forth by 35 U.S.C.
101, which: permits patents to be granted only
for *any new and useful process, inachine,
manufacture, or composition: of matter, or any
new and useful imprevement theresf. -
- The term “process” as defined in 35 U.S.C.
100, means process, art or method; and includes
8 new use of & known process, machine, mane-
facture,; composition of matter, or material. . .
Judieial decisions have determined the lim-
its of the statutory classes. Examples of sub-
%ecl:};-matte‘r not ‘patentable under the Statute
ollow: . o

For example, a mere arrangement of printed
matter, though seemingly a “manufacture,” is
rejected as not betng within the statutory
classes. ;

Natorarry OcCORRING ARTICLE
Similarly, a thing occurring in nature, which
is substantially unaltered, is not a “manufac-
ture.” A shrimp with the head and digestive
tract removed is an example. Ex parte Gray-
son, 51 USPQ 413.

Mernop oF Dorse Busivess

Though seemingly within the category of a
process or method, the law is settled that a
method of doing business can be rejected as not
being within the statutory classes. Hotel Se-
curity Checking Co. v. Lorraine Co., 160 Fed.
467.

SciexTIFic PrixcreLe

A scientific principle, divorced from any
tangible structure, can be rejected as not
within the statutory classes. O'Reilly v. Morse.
15 Howard 62. ) o

This subject matter is further limited by the
Atomic Energy Act explained in 706.03(b).

Rev. 18, Oct. 1064
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the:Act. 3. £y
. Sections 151 (42 USC
2181cand d) setu gories of pending appli-

cations relating to atomic energy that must be
brought to’'the attention of:

~tosuch applications;’ ,

i 'cqhstitutgg deterininstion:that the sub
ter: of each application: so reported: 1& o
useful or an invention:or discovery or that such
‘application in fact discloses subject matter in
categories specified by the Atomic Energy Act.
All' applications received in the Patent Office
are sent to Licensing and Review for screening
by Group 220 personmel, under Rule 14(c), in
order for the Commissioner to fulfill his n-
sibilities under Section 151(d). (42 U.S.C.
2181d) of the Atomic Energy Act.  Papers sub-
sequently added must be inspected promptly by
the Examiner when received to determine
whether the application has been amended to
relate to atomic energy and those so related must
be promptly forwarded to Licensing and Re-
view, - ' :

All rejections based upon Sections 151(a)
(42 U.S.C. 2181a), 152 (42 U.S.C. 2182), and
155 (42 U.S.C. 2185) of the Atomic Energy
Act must be made only by Group 220 personnel.

706.03(c) Functional

See Ex parte Ball et al., 1953 C.D. 4; 675
0.G. 5 In re Arbeit et al, 1953 C.D. 409;
gg’ll 0.G. 843 and Ex parte Stanley, 121 USPQ
“Section 112 of the Patent Act of 1952 con-
siusts of three paragraphs, which read as fol-

ows:

The specification shall contain a written deseription
of the invention, and of the nmnner and provess of
making and using it, in such full, clear, connise, and
exact terma as to enable any person skilled In the art
to which it pertaing, or with which it s most nearly

Rev. 18, Oct. 1968

cularly . point out. snd - distincily
claim the ;S?bim%m&mrg'i I:&&bclaim be: fmlxlng
to contain Ianguage approved by paragraph 3
such claim shltl)%llld alwsl,)ys be tested additional'lly;
for compliance with paragraph 2.and if it fai

to comply with the requirements of paragraph
9, the claim should be so rzjected and the rea-
sons fully stated.
,Paragra%h 8 of section 112 makes no change
in the estsblished practice of rejecting claims
as functional in situations such as the fol-

lowmng: . . . . : :
1.m§ claim which contains functional lan-
guage not supported by recitation in the claim
of sufficient structure to warrant the presence
of the functional language in the claim. An
example of & claim of this character may be
found in In re Fuller, 1929 C.D. 172; 388 O.G.
279. The claim reads: _
. A woolen cloth having a tendency to wear
rough rather than smooth. ‘ L
9. A claim which recites only a single means
possible means for
For an ex-
arte

and thus encompasses all
performing a desired function.
ample, see the following claim in Ex p
Bullock, 1907 C.D. 93; 127 O.G. 1580:

In a device of the class described, means for
transferring clothes-carrying rods from one
position and depositing them on a suitable

support.

706.03(d) Vague and Indefinite

When the Examiner is satisfied that patenta-
ble novelty is disclosed and it is appsarent to




. . A 68 /g
hgm tgmatdulafeﬁortmmquim&
explaxn just wha:t is wrong with the: c%mm,

. tatxon,
ting ‘mekel”, may make
such as: “an-
hydrous” “nolorleas” and “non-poisonous” have
been allowed. They can be de ‘and are by
far the least cumbersome way to express the
Bmitation. The mere inclusion of reference
numerals in a claim otherwise allowable is not
a ground for rejection. But see Ex parte Os-
borne, 1900 C.D. 137; 92 0.G. 1797.
Alternstive expresmons such as “brake or
locking device” may make a claim indefinite if
the limitation covers two different elements.
If two. qui ent perts are yeferred to such as
ra”, the alternative expression may
be conmdered proper.
Still another way in which a claim can be in-
deﬁmtamwhamumugm&wowm For
le, & claim is mfexenhal and therefore
md ite when it recites “said lever” and t;here
was no earlier reference or no @
the claim to s lever. An indirect metatwm
also affords a ground of rejection as indefinite.
If a “lever” ig sst forth nmi, Jater in the claim,
“gaid aluminum lever” is recited, the claim is
rejected as indefinite. [R-16]

706.03(e) Product by Proeess

An srticle which cannot be deseribed in any
other manmer, may be claimed by a procese of
making it. In re Mwller, 1841 C.I3. 316, 527
0.G. 659. Applicant must, howsver, make 8

706.03(5 ) Inmpiew

A claim egslbe ‘rejocted as -ammnplete it it
omsits | e@sen aleam Stepe or necessa
structural cooperative relationship of elemeng,
suchommhmon imnﬁngtongapbet%m the

to ] ﬂm mﬁa
respect %o mmt@em eeseﬂmﬂ ‘&emm % ‘also
7%&3(&} ; R

706. ﬁﬁ(g) Pm!ix

Claims are m;ecmd 88 Zw wh«m they con-
tain lomg recitations of unimportant details
Whlch ‘hide or chacure the invention. Ex parte

agan, 1911 CD. 10; 162 O.G. 538, expresses
thonﬁht thet vexiy long detailed clajms set-
forth 9o many elements that invention can-

not pcembly regide in the combination should

be rejocted as prolix. See also In re Ludwick,
1925 C.D. 308 889 OG 388.

‘2’06;.@3 (h) Nonstatatory Clsim [R-
16]

Some applications when filed contain an om-
nibus claim such as “A device substantially as
shown and described.”

Such & elaim can be rejected as follows:

Claim -......- is rejected for failing to par-
ticularly point out and distinctly ¢ aim the
invention as required in 8§ U.S.C. 112.

For cancellation of such a claim by Examin-
er's Amendment, see 1302.04(b).

706.03(i) Aggregation

tween the elements of the clmm.

monﬂmdmmalegalmmmdt}mwm
to include old snd exhausted combinations
(706.08(j)). Confusion as to what is munt

Bav. 16, Ape. 1968




§ ‘Tot uril
mnltaneomly A writer for example, i5'&
500«1 combination. tyﬁ:mher ias claim 1eCessar-

tive mevely Mnaéelemen& whieh

do coopente are set m spmlﬁc detul

Wt o . ’ chs Dﬂmh
the ¢ u?umotl :ofamoe, ut

of its welatic sggre-
apoe (Dot 8 w&maﬁmm of
ferences, of .oourse). umted,mttoanum-
pate the but to anticipate the hroad
combination set forth in the claim. Moreover,

the ccoperstion and resulf.. o Bl
mentsmrefemnce mnsththemgzasnt

af old combma,tmn

suboombmman claims, lm.va mepresented or

allowed in the. same application, or. whether

other grounds for rejection of tM combination

claims fﬂmm not d@t@;ﬂgumnve of the pro-

priety o rejection. rejection is proper

Evhen a single re%fermce discloses bmdlyg. com-
ination o

the same elements functionally co-
operatmg in substantially the same mannez to
produce substantially the same results as that
of the claimed combma,tlon. Ez parte Silver-
stein, 125 U.S.P.Q. 238 (Bd. App.). The fact
thet an icant hes improv one ' element of
a combinstion which may be per s patentable
does not entitle him to & claim to the improved
element in combination with old elements where
the elements ren ho new function in the
g{lz?’mwd combmation. In mHul], 41 C.C.P.A.

5 ;

Example: An improved (specificaily recited)
carburetor clmmed eombmatwn with a
line e. A reference is cited which sho
& carburetor combined with & sngma.
Thiz shows the broad combination to be old.
Both in the reference and in the claimed com-
bination, the ion between the carbu-
retor and engine ia the eame and the end result
is the swme. The &l‘:imad wmbma;:ion be:',a an
1mpr¢wmnmt over prior art on auss
of the improved carburetor. The cra.rbumtnt

Hev. 16, Apr. 1968

~ Mw%&&&m@fihﬂmmwmm'm
_ mmtm i Fhd

146 ;smwmwm
af «,'1’1“(‘«“2@%34 ! 'r il k Mam !

m%mmnm. Am
mdfiformforummmkmgmaldwmbmr
tion. rejection is as-followsz o . - ,
%&mixmeﬁu&m&r&&ﬂ ‘
bemg drawn to the old combination: af: bdls
& battery and & switeh ‘conriected in series by
wize .conductors.: Thi# combination is shown
mbeal&bythepm&to.lmeswm&dmm
.tha same- aleroents futitionadly . inter
M theamammtopmdvmsm
tially &e same results. - The: combinatios
claim 1 mﬁwmmm i ;Jmm
: g 2 $R20%0 4 2y

@Eﬁmmmyma&aﬂ&lm&rm P nhing
taon is.geen o exist. . I ye MWB&*P&
467 41 CC,P.A 7694 m&wm ;680 0.G. 6.7

706.03(1:) anhwie Clmm Double
Patenting m—m]

Itmsmuch m&patentzssnpposedﬁobehm—
ited to only one mventmn or, at mos!;, several
closely. related indivisible tzuig
an application to 8 smigle chum, or 8
claim to each of the related mventmns mlg
éxpem- to ‘he lo§mal as well a8 convenient.

owever, court decisions have confirmed #p-
plicant’s rlght to restate (ie., by plural claim-
mg) his invention in & reasonable number of
ways Indeed, & mere difference in scop
tween claims has been held to ba en

Nevertheless, when two claims in an appl.-
cation are dn&lwates, or else are so clogs im
content that they both cover the same thing,
despite a slight difference ‘in_wording, it is
proper after allowing ome claim to reject the
other as being a substantial dugfwabe of the
allowed claim. Also, it 8 pnsalble to reject
one claim on an allowed claim 'if differ
cmly By subject matter old in the art. Int-

of m;;eWon raget forth i m the fol-
«%uo

Iowmg Ex parte
aw, 1915 8; 219 O.G. 1987:
Claim 54 is not patentable over claim 51

zmd clsims 63, 855 and 66 are not table
over claim 50 in view of Comstock, No. 580,857,

which shows that it is old to employ an engine-
in tools of this character. The claims

held patentable are consicered as fully cover-
ing upplwant’s invention, and applicant cen-




e 2yl s

owa: 4
Where there is & common assignes for two
of more applications by different inventors, and

the spghatmns contain conflicting cleims, ses
305 and 804.03.

DounLe Pamentove
J Where there are conflicting claims in differ-
ent ications of the same inventer, one of
which is assigned, see 304.

ply bis slaims by
g which distin-

: , 7095.08(k)

Whers the same inventor hes two or more
applicetions for speciss or for related inven-
tions, see Chapler 800, particulucdly Sections
804-804.02, 806.04¢(h), 822 and 822.01 for deu-
bie patenting rejections of inventions not pet-
eutadble cver each other.

Arrrzcamion ¥omp Usver 38 US.C. 121

The Commissioner has determined thet wn-
der 35 U.8.C. 121, the Patent Office csnnot re-
ject & divisional application on the parent pat-
ent if the divisional spplication is filed as a
result of & requirement for restriction made by
the Offies even though the requirement for re-
striction relates to species. In re Joyce, 1958
CD. 2; 7271 0.G. & See also In re Herrick et
al, 1858 C.D. 1; 727 0.G. 4 where the Com-

Bev. 18, Apz. 1048



of & plicant’s inve
art, %ﬁords & b

ghwhh&slbeen
e m iei

rdpofgp
onthemeriw

ected on the of un-
o% cfmma may appealed
prior to an exsmination
" at least soms: 0f the claims

' t ‘rs'»suﬁclent to prop-
erly deﬁne Appheant’s invention and require
the plicant to select certain claims, not to
the number specified, for examination on
tlw merite.  The Examiner should be reason-
able in setting the pumber ¢o afford the Apphi-
cant some latitude in clsiming-his invention.

If a rejection on muléiplicity is in order the

ezaminer should make a telephone call e lam-
should

%thatﬂmclazmsmnndnl y multipli
1 be rejected on that ground.
request selection of a specified number of claims
for Fn-poew of examination.

If time for consideration is requested arrange-
ments should be made for & second telephone
cal erably within three da

en claims are selected, a formal yx:ultx-

lici m)eetmn is made, including a complete
Eewr'g of the telephonaei\’ntervww, followed by
an action on the selected claims. -

When applicant refuses to comply with the
telephone request, a formal multi Ehclty rejec-
tion is made. No reference ghould be made to
the unsuccessful telephone call.

The A hcant’s response to s formal multi-
plicity rejection of the Examiner, to be com-

plete, must either:

1. Reduce the number of claims presented to
thoss selscted previously by one, or if no
Dot eveaoing the number Eomﬁadwb; m‘:’

ex num
aminer in the Office action, thus overcom

rejection based upon the gmmd of mulmplmty,

or

7

wtxon and the selected
iditionally exemined ont ¢
ure preserves spplicant’s
the rejection on_ mulhp evi
Board of Appesls.

See alse 708.03(k).
706.03(m) Noneiaeted Imvemmns

cant hw'tmversed ‘the Emmmer’s holﬁimgph

706.03(11) Co;mpondenee of Claxm

Rale I17. Amendment end revlelon regquivod. The
specification, cluims snd drawing must be amended end
seription and deSnition er unmecessary prolizity, and
mmmmmwmmmmmm
mm-mmmm

Another category of rejections not based on
the prior art is upon the relstion of the
rejected claim to the dlsclosure In chemical
cm,aclmmm be so broad as to not be
supported sclosure, in which case it i
rejected as unwarmnt»ed by the disclosare, If
averments in s claim do not co md to the
averments or digclosure in the spemﬁeatmn,h:
rejection on the ground of i
in order. Itmust.beketmmin tha*
original claim is part of the dlsclosum and
might adequately set forth ect; mtter
which is completely absent fmm
tion. Applicant 15 required in mch an 1n-
stanca to wddthemb]actma«ttarto thespecxﬁ
cation. Whonever an objection or rejection is
madabasedonmwmplemdmclmum,thel-}x-
aminer should in the interest of expeditious
prosecation call attention to Rule 118, If sub-
ject matter capable of illustration is omgmm‘ﬂy
claimed and it is not shown in the drawing, the
clsim i not rejected but A&ﬁlmt is requirved
to add it to the drawing 608.01(1).

See 70603 (z) fwmmmw undae

He. 18, Ape. 1968



hibition aga.mst new matier has been in
rated into the t statuta Thmem}em
are based on 85 U.S.C. 182.

706:03(p) No Unlity ~ [R-16]

A rejection on the ground of lack of widd
sncludes the tnors specd zrgfhﬂso,

per porsetual
mmfmm%ﬁoﬂs USC 101,

See §08.01(p). .
706 03(q) Oﬂwﬁmﬁ Maiwd [R—lé]
A process which amounts to-nothing more

anabnmlsmannmofpﬁu: an article
orpmduetlsnotpwenuble. IRy
invent s new and useful armclaofm

Onece the article is oonesxvad, it often happens
that anyone skilled in the arf. would at once be
aware of a method of m it. In such a

if applicant asserts both article and
method cla,m(ﬁ the article claims are allowed
but the method claims may be rejected as being
drawn to an obvious method of making the
article.

While 'y ra]eetlon on this
quire the citation of art or the allowance of any
claim, it must be apparent to & person ordinar-
ily skilled in the art, without reference to any
method disclosure contained in the application,
how the claimed article was made. It other
words, the rejection is proper if such a gm«m
would be able, upon the basis of his own knowl-
edge, to orm the claimed method merely
from having the claimed srticle shown to him
or by being told what in ientgs it contained.
No%ammlmn,é@() P.A. 7115 180 US.-
P.Q. 200; 292 F. 24 531.

706.03(r) Mere Function of Machine
[R-16]

Process or method claims which merely define
the function of o machine or apparatus are not
allowable. A rejection on this ground is proper

Bey. 16, Ape. 1968

ound does not re-

bs on tbnalert.to Meet,newmttar Th&pm» |

h ;100 U.5.P.Q; 2781 298 ¥ 8 603,
The perfannsnoa of a prodess by haad i
limited to the use. of hands alom,

PR

but mala‘; es the use of prior art
snd, In re 44
nw%m,,ms 24115‘ 24784,

706.03(s) Summry Bar ";Z{R-»}.é]
Another catego @ecﬁmmm& on
ﬁnormﬁn&sabWEﬁome wior act of
dpp m@mamﬂta{wﬁcﬁ echmm

SR AMW Or
D SO, 109(¢)

the “invention” (as . shed, fr '
donment of an. applwmtwn msnlw in Im @ﬁ

nghttanpum ,
. OWPmonFomw memv
8617.80 102. Mmmmmm novelly

mm:wfwmmm AWMMMM
toamtentnnhm——-
4 o @i ® .

(&) the invention was ﬁrst-‘pamm or caumed to
be patented by the applicant o hie legal represmniatives
or nesigng in 2 foreign country prior to the date of the
aepplication for patent in this couniry on en spplica-
tion filed more than twelve months before the dling of
thaammcaﬂonmﬂwl‘mited Btates. T

Nore.—Section 4(b) of the m of Jaly 19,
1952, provides: .

“fHection 102(&) at‘rltle% wammﬁbymmnl
Bereot, shall not apply to existing patents and peading
spplications, but the law previcosly fn eflech namely
the frst paragraph of B8, 4887, mmmm
mmm and applications.”

The statutory bar of prior fo pammg
stawdmﬂmeﬁrstparagﬁ ho%%%?hm

been. mssed in pRrsgrs d) of
Section 102 of t?i? new law. P phhfmé&m
for United States patent filed more than one
year after the filing of an a.pphmtxm for the
e Dacess wadess the Forosum petiny. iasud
onger pam
before the United States applmmn is filed.
The statute sbove establishes four
conditions which, if il are present, establish

(2]




. foreign patent is discs
Uxsminer, there&ecﬁonlﬁ '
U.S.C. 103(d) on the gronnd ¢
The new law only agplies‘
filed after January 1, 1958.

Svrurssion 10 Lierary UNNECESSARY

Such ag lications [those filed afier Janu-
ary 1, 195 5’ should not be submitted as a rou-
tine matter to the Library to ascertsin if the
foreign application hes become & patent. Sinee
the forsign patent to be a bar under 85 U.S.C.
102(d) must have been granted before the filing
date in this country, the probability of the
foreign patent having issued after the date of
execution of the original oath and before the
U.S.ﬁli:ﬁdmissos' ht as to make such @
search ordinarily unproductive. The practice
with reference to cases filed before January 1,
1953 remains unchanged.

Formion Foive WitrOUT LICENMSE

35 U.B.0. 185. Filimg of application in forelpn coun-
iry. Hixzcept when authorized by a licemss obtained
from the Commiszioner g person shall not file or cause
or authorize to be filed in any foredgn country prior to
six months after filing in the United States an applca-
tion for patent or for the registration of 2 uwtility model,
industrial design, or model in respect of ar invention
made in this cruntry. A leense ghall not be granted
with respect to an invention subject to an order issued
by the Commissioner pursnsnt to seclion 181 of this
title without the concurrence of the head of the depart-
ments and the chief ofcers of the agencles who caused
the order %0 be fssued., The license may be granted
retroactively whore an application hasg heen inadvert-
ently filed abroad and the application doss not disciose
an invention within the scope of section 141 of this title.

The term “application” when used in this chapter
includes epplications and any modifications, amend-
mentr, or supplements theoreto, or divisiong thereol.

88 U.B.0. 185. Patent barved for filing without Hoense.
Rotwithetanding any other provisicns of law any per-
oon, and his successors, aesigne, or legal represents-
tives, ghall not receive a Uniisd States patent for an

?1

\ to or smnisted ambiler’s shaking,
15 & forelgu country for n pRisnt oF for the

g

patent levsed to such person,

ey i mm M;wmvm. ,1 j,, “::“3

sn_applicstion, the, Hx-

vention spporently was mads in this country
d Review Section of Groap 220, calling at-

tention (o the foreign spplication., Pendin
investigation of the possible violation, the ap-

&Iicatmz mey be returned to the Ezamini
roup for prosecution on the merite. Whean it
is otherwise in condition for allowance, the ap-
plicstion will be again sabmitied to Licensing
Beview Section of Group 220 unless the
latter hes siveady reported that the foreign
ing mvolves no bar to the United States

a.pff cation.

it ghould be necessary to take action under
35 U.5.C. 185, Licensing and Review Section of
Group 220 will request transfer of the applica-
tion to it

Oraem Starorory Bams

Further, claims to an invention in public use
or on sale in the United States more than
twelve months before the effective U.S. filing
date are also rejected. 35 U.S.C. 102(b).

706.03(t) Other Assigned Application
{R-16]

As pointed out in 304, assigument of one of
several overlapping applications of the same in-
ventor may give rise to a ground of rejection.
See slso 305 and 708.03(k).

706.03(u) Disclzimer

Claims may be rejected on the ground that
applicant has discleimed the subject matter in-
volved. Such disclaimer may arise, for exam-
ple, from the applicent’s failure:

(8) to meke claims for interfer-
encs with another application under Rule 203
(1101.01(m)),

(b) to cﬂ 8 claim from a patent when sug-
@m( | by Effmnmr (11101.02 f}),gp

¢) to respond or appesal, within the time
limit fixed, to the Ex;mninefs rejection of
claims copied from a patent (see Rule 208(b)
and 1101.02(f)).

Bov. 16, Apz. 1868




r  of the mter.  the a,
‘ mgg’pz notics uhouj?l be' ,3;, to for tlm second applmtion ¢ sﬁms. ,
oard of Patent Interferences notifying When & rejection on res judic
thm_o& che dxspoethon of the pubhc uss pro- amon fshould ;rtiordim.rﬂy be made aisr; on ahe
basis of prior ;
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original 358 the ) !
for within two years from t o]
original patent. This is an absolute bar and
cannot be excused. This prohibition has been
interpreted to apply. to. any clsim which: is
broader in any respect than the claims of the
original patent.. Such claims may be rejected
a8 inﬁ barred by 88 U.B.C. 25i. However,
when the reissue is epplied for within two
years, the Examiner does not go inte the ques-
tion of undue delsy. TR :

' 'The same section permits the filing of & re-
issue application by the assignee of the entire
interest only in cases where it does not “enlar
the scope of the claims of the 0ri§iml patent”,
Such claims which do enlarge the scope may
also be rejected ss barred by the statate.

A defective reissue onth affords a ground for
rejecting all the claims in the reizsue appli-
cation. See 1401.08. X

Note that s reissue spplicetion is “spacisl”
end remains so even if applicant does not make
& prompt response. : 1 :

pstent” unless

70603(y) Tmproper Markush Group
- [R-17]

Ex parte Markush, 1925 C.D. 126; 340 O.G.
839, sanctions, in chemical cases, claiming a
genus expressed as a gmﬁ consisting of cer-
tain specified materials. is type of claim is
employed when there is no commonly accepted
generic expression which is commensurate in
scope with the field which the applicant de-
sires to cover. Inventions in metallurgy, re-
fractories, ceramics, pharmacy, phamacoiogy
and biology, may be claimed under the Mar-
kush formula but it has consistently been held
to be improper to extend it to purely mechani-
cal features or process ste t is improper to
use the term “comprising” instead of “consist-
ing of?. Ex parte Dotter, 12 U.S.P.Q. 382.
Regarding the normally prohibited inclusion of
Markush claims of varying scope (generic and
subgeneric for example) in the same case, see
Ex parte Burke, 1934 C.D. 5; 441 O.G. 509.

e use of Markush claims of diminishin
scope should not, in itself, be considered a suffi-
cient basis for objection to or rejection of claims.
However, if such a practice renders the claims
indefinite or if it results in undue multiplicity,
an appropriate rejection should be made. This
practice with respect to Markush claims of
diminishing scope is being continued.

The materials set forth in the Markush group
ordinarily must belong to a recognized physi-

I13-834 O - 68 - 2

78

and it is clear from their very
the prier art that all of them pos
arty. The test should be appli Tk
s w’bﬁa ‘'Where & Markush expression is
applied only to & portion of a chemieal com-
pound, the propristy of the grouping is deper-
mined by a consideration of the compound as
& whole, and does not depend on there bam%
& comsmunity of properties in the members o
the Mariush expression.. :

‘When materiais recited in & clsim are so
related s to constitute a propar Merkush group,
they may be recited in the conventional manner,
or alternatively. For example, if “wherein B
is & material selected from the group consisting
of A, B, C and D" is a proper Iimitation then
“wherein R is A, B, C or D™ sha¥} also be con-
sidered proper. R

A rejection of » Markush type claim based
on any of the grounds pointed out dbovs relates
to the merits and is appealable.

Soseerus Crang

A situation may occur in which & patentes
has presented a number of examples which, in
the examiner's opinion, are sufficiently repre-
sentative to support a generic cleim and yet a
court may subseqguently hold the claim invalid
on the ground of undue breadth. Where this
happens the patentes is often limited to species
claims which may not provide him with suit-
able protection.

The allowance of a Markush type claim under
a true genus claim would appear to be bene-
ficial to the applicant without impesing any
undue burden on the Patent Office or in any wa
detracting from the rights of the public. Sue
a subgenus claim would enable the applicant
to claim all the disclosed operative embodi-
ments and afford him an intermediate level of
protection in the event the true dgenus claims
should be subsequently held invalid.

The examiners are therefore instructed not
to reject & Markush type claim merely because
of the presence of 2 true genus claim embra-
cive thereof.

See also 608.01(p) and 715.08.

706.03(z) Undue Breadth

In mechanical cases, broad claims may prop-
erly be supported by a single form of an ap-

Rev, 17, July 1968




rule: “It. is wel!
settled nRg:;,ehemlcals and
chemical, comptmn&s, wluch differ radically in
thexr pmpsmes it must appesr in. an appli-

's specification either by the enumeration
' of a mﬁcxent number of .the members of a
group or by other appropriate language, that
the ‘chemicals or chemical combinations  in-
claded in the claims are capsble of sccomplish-
ing the desired result.” -The article “Brosder
then the Disclosure in Chesmical ‘Cases”, 31
J.P.O.8. 5, by Samuel S. Levin covers this snb-
ject in detaxl

706.04 Rejeeﬁmn 9f Prekusly Al-
lowed Chmm o

A clmm noted: as allowabh shull thereafter
be rejected only after the proposed rejection
has been submitted to the Primary Examiner
for consideration of all the facts and approval
of the proposed action.

Great care should be exercised in authorxzmg
such a rejection. See Ex parte Grier, 1923
C.D. 27; 309 O.G. 223; Ex parte Hay, 1909
C.D. 18; 139 0.G. 197.

Previcus AcrioN 2y DiFrenent ExaMiNer

. Full faith and credit should be given to the
search and action of a previous examiner un-
less there is a clear error in the previcus action
or knowledge of other prior azt. In general, an
examiner should not take an entirely new ap-
proach or attempt to veorient the point of view
of & previous examiner, or make a new search
in_the mere hope of finding something.

Because it is unusual to reject a prevxous!y
allowed claim, the Examiner should point out
in his letter that the claim now being rejected
was previously allowed.

706.05 Rejection After Allowance of
Application

See 1308.01 for a rejection based on a refer-
ence.

For rejection of claims in an allowed case
which has failed to make the date of & senior

Bev, 17, July 1068

)See 101 oz(f) E

706 07 Flnm Re;ecuon

Rmac 118. Finai rejection or mm {8} On the
wecead or any subsequent examination or cousiders-
tion, the rejection of other action may be made fGng),
whereupen epplicant’s response is lmited to appeal in
the case of rejection of any clalm {rule 181} or to
amendment as specified in tule 118, Petition may be
taken to ihe Commissioner in the case of objections
or requirements not invelved in the rejection of any
diaim - (role 181). Kesponse to a final rejection or
sction must include canceiiation of, or appeal from the
refection of, each claimm so rejected and, if any clalm
=tands ellowed, compliance wlt.h any mn!mnmt or
objection a8 to form. ‘

(b) In making such ﬁnal mjecﬁon the Mﬁm
shall repeat or stute ail grounds of rejection’ then con-
sidaved am»licabxe to the clalms io the cane, deuﬂy
stating the reasons therefor. /

Before final rejection is in order a clear issue
should be developed between the Examiner and
applicant. To bring the prosecution to as
speedy conclusion as possible and at the same
time to deal justly by both the applicant and
the public, the invention as disclosed and
claimed 'should be thoroughly searched in the
first action and the references fully applied;
and in response to this action the applicant
should amend with a view to avoiding all the
grounds of rejection and objection. Switching
from one subject matter to another in the
claims presented by applicant in successive
amendments, or from one set of mferences to
another by the Examiner in rejecting in suec-
cessive actions claims of substantially the same
sub;ect matter, will alike tend to defeat at-
taining the goal of reaching a clearly defined
issne for an early termination; ie., either an
allowance of the case or a ﬁnal rejection.

While the Rules no longer give to an appli-
cant the right to “amend as often as the Ex-
aminer presents new references or reasons for
rejection”, present practice does not sanction
hasty and ill-considered final rejections. The
applicant who is seeking to define his invention
in claims that will give him the patent protec-
tion to which he is justly entitled should re-
ceive the cooperation of the Examiner to that
end, and not be prematurely cut off in the




prosecution of his ease. But the sapplicant
who dallies in the prosecution of his cass, re-
sorting to technical or other cbvious subter-
fuges, in order to keep the application pending
before the Primary Examiner, can no longer
find a refuge in the Rules to ward off a finsl
rejection.

4.1

EXAMINATION OF APFLICATIONS

70607

“The Ex&mmafa!muld never Jos &aghieﬁ the
fact that in every casa the applicant 15 entitled

- to & full and feir hearing, and that g cleer issue
~between applicant and

: xaminer should be de-
veloped, if possible, befors appeal is prosze-
cuted. However, it is to the interest of the
applicanis &8 & class 85 well as to that of the

Reov. 17, July 1868



< in makmg the final: aH mamtsml
ing ‘grounds of’ rejectm ‘of record: ‘should be
carefully ‘reviewed, and lany such/; ds re-
lied on in the ﬁnai rejection should be e
ated. They must also be clearly develqpad to
such an extent that applicant ma; mﬁ 1y jud
the advisability of an appeal

(single) Office action contains & com

ment supporting the rejection.

However, where g si Tevi
tion contgins & o)
of rejection, thi

such a statement ang
buttal of ‘any
cant’s. 08e. tajken
case, the’ exatmners answ@r : ‘f
completo statement of the exs
A summery ‘indicating the
o}f each claim is desirable and a]so a statement
that:
“The above re}ectlon is made FINAL”, or
“This is a FINAL rejection”,
For. amendments led after ﬁna‘l m]ectaon,
see 714.12 and 714.13.

706.07(a) Final Rejection, When
Proper on Second Action

Due to the change in pmctme as aﬁectmgs
final rejections, older decisions on questions of
prematureness of final rejection or admission of
subsequent amendmerits do ‘not necessarily re-
flect present practice; Under précedure which
became effective July 1, 1964, and modified on
September 1, 1966, second actions on the merits
shall be ﬁnal, except where the examiner intro-
duces a new ground of rejection not necessitated
by amendment of the application by applicant,
e.g., a rejection of any claim net amended by
applicant where that re]ectwn relies on newly
cited art.

See 809.02(a) for actions which indicate
generic claims not allowable.

In the consideration of claims in an amended
cuse where no attempt is made to point out the
patentable novelty, the Examiner should be on
guard not to allow such claims. See 714.04.
The claims, however, may be finally rejected
if, in the opinion of the Examiner, they are
clearly open to rejection on grounds of record.

hzva besn set: ha& ﬂm mtxon b
parent case

mgwtm should .be,; &
case is gtill mpfi“m,g befors the I’mm&ry Emm ,;
iner. This is purely a questmm of :
wholly. distinet, from. the. tenability
jection. It may i;he, refore not be a vance& as e

ground for appeal, or made the basis of ¢ com-
plamt before t Board of Appeals. It is re-
newable by petxtwn.

706.07(d) Final Rejection, With-
- drawal of, Premature

If, on request by apghcant for reconsidera-
tion, the Examiner finds the final rejection to
have been premature, he shonld withdraw the
finality of the re]eetmn

706.07(e) Withdrawal of Finsl Ren
jection, General

‘See 714.12 and: 714.13, Amandments ‘after
final rejection.

Once a final rejection that is not premature
has been entered in 2 case, however, it should
not be withdrawn at the applicant’s request ex-
cept on the showing of Rule 116. This does
not mean that no further amendment or argu-
ment will be considered. An amendment that
will place the case either in eondition for al-
lowance or in better form for appeal may be
admitted. Also, amendments complying with
objections or requirements as to form are to be
permitted after final action in accordance with
Rule 116(a). While the Office will continue
rigorous enforcement of Rule 118, citation of
new art by the KExaminer in a final rejection

Rev. 12, Apr. 1987



ection.
ﬂ:,imm'bmg withdrsw a ﬁm
PUrpoas o entering 2
0 rej thmpmﬁeoiswhelimm
to situstions whare & new either fnﬂy
meets at least one claim or meets it exdept
W thh sit; shown to be comp
ious. ormal ¢ previous rqmm
shouldbemthdrawn vnth respecttot;haclmm
or claims involved.
rwtxeo should ot be used for applica-
g’ soférences, or of cumuistive
or of mferenm .which are merel
conmde to be befter than those of moré
Fnrthnrm@re, the practice should not be ased
orenwnng new non-reference or so-called “for-
mal” s of rejecmm auch a8 thm mlder
85 USC. 118
‘When 2 Snal’ rej ectlon is mtheirawn, all
amendments filed a.fter the ﬁnal ‘rejection are

ordinarily entered.

707 Exammer 8 Letter or Aemm N

E'atragg !ﬂm M 104. (b) Tha appuant wﬂl be
notified of the examiner’s action. The reasons for any
adverse action or any objectlon or requirement will
be stated and sach information or references will be
given as may be useful in aiding the applicant to judge
of the propriety of continulng the proaecutlon of his
application, - ; . ,

707.01 Pr'imary' Indicates Action for
New Asaisumt '

After the search has been oomplewi, action
is taken in the light of the references found.
Where the assistant Examiner has been in the
Office but a short time, it is the duty of the
Primary Examiner to go into the case thor-
oughly. The usual procedure is for the as-
sistant Examiner to explain the invention and
discuss the references which he regards as most
pertinent. The Primary Examiner may indi-
cate the action to be taken, whether restriction
or election of species is to be required, or
whether the claims are to be considered on
their merits. If action on the merits is to be

Bev. 12, Apr. 1967

Exammm who are ' del
authority are sxp
actmns with ths ex
actions which mqmm

mary-
kAHowanm h
Quayle actions
Final rejections
Actions on amendments submitted after ﬁnal

re;ectwn ‘

Examiners’ answers o appeal
Interference declarations or modifications
‘Decisions on interference motions
‘Actions suggesting cimms for interference

Ac%mns mvolvmg copmd patent  claims
(1101 éf))

or jumsdwtxon for interference

" signaﬁxrq of the Prr

P

Actxons reopenmg prosecutmn

Rﬁuwta for withdrawal from issue -

Rule 312 amendments

Rejection of previously allowed clmm

Final holding of abandonment for insufficient
response

- Actions based on affidavit evidence {Rules 131
and 132)

Suspension of examiner’s action

Reissue cases (decision on reissue oath)

Requests for an extension of time

707.02 Actions Which Reguire the
Astention of the Primary

Exsminer

There are some guestmne which existin pmc-
tice requires the Primary Exzaminer to
sonally responsible for. The following actxom
fall in this category:

Third action on any case (707.02(a)).

Action on 2 case pending 5 or more years
(707.02(a)).

Final rejection.

Initinting an interference (1101.01(c)).

First request for extension of time (710.02

Dzsposition of an amendment in 2 case in
interference locking to the formation of an-
other interference involving that application
{1111.05).




Ho!dmg oi ,sabandonment for insufficient
response.
Suspension of Exn,mmer’s action (Ruls 103).
Treatment of newly filed a &phcatwn which
obviousiy fails to comply with 35 U.S.C. 112
(702.01). :

Conmdemtmn of the advisability of a pat-
entability report (705.01).

Requirements for restriction {803.01).

Withdrawal of final re]ectwn (706.07(d) and
708.07(e) ). ,

All Examiner’s Answem on app%,l (Rule
193). Neote also 1208.01 where a new gmund
“of re]ectlon or objection is raised, or & new refer-
ence is cited, in the Answer.

Decision on reissue oath.

Decision on affidavits under
(715.08) and under Rule 132(716).

Initial review of streamlined continuation
cases (201.07).

For a list of actions that are to be submitted
to the Group Directors, see 1003, 1004, and 1005.
[R-17]

Rule 181

. amendment filed e e 3£ such is ¢

shmtw pa%h@bﬂmﬁﬁa& dsA
‘plication is by finding the
the first search and wmful!y applying them.
The Supemmg ? Examiners lfm ax-
pected to personsil ider every application
which is up for the thwd official actlgn with &
view to finally concluding its pmaecut:on
Anymtatbasbaenge %veyeam
should be carefully studied by the Supervisory
Primary Examiner and every effort made to
terminate ite prosecution. In order to sccom-
plish this result, the case is to be consxdemd
spemal” by the "Examiner.

T07.04 Imtml Sentence

The initial sentence of each letter should in-
dicate the status of that action, as, “This appli-
cation has been examined” if it is the first
action in the ease, or, “This is in nss to
& Case.
Other papers received, suoch 28 mxpplemental
amendments, aﬁﬁdavxts, new drawings,  ste.,
should be separately mentioned.

Preliming amendment in & new case
should be acknowledged by adding some sen-
tence such as “Amendment filed (date) has
been received” following the initial sentence.
It should be noted, however, that in cases filed
before October 25, 1965 in which claims in excess

Bev. 17, July 1068



¥ the filing

s

ginally

70705 Citation of Referencea [ 7]

During the examination of an application the
Exsminer cites appropriate prior art which is
pearest to the subject watter defined inthe

All esllowed applications should contain a
citation of the prior art for printing in the
patent. Only in rere instamces involving

pioneer inventions, such as new chemical com-.

pounds, would it be appropriate to send a case
to issue with no art cited. On the allowance
of a continuation application where references
have been cited during the prosecution of the
parent application, no additional citation of the
prior art is necessary. See 1302.12. ,

Rule 107. Oitation of reforences. . If domestic pat-
ents be cited, their numbers and dstes, the names of
the patentees, and the 'classss of inventions must be
stated. If forelgn patentw be cited, their nationality
or country, numbers and dates, and the names of the
petentees must be stated, and such other data must be

furnished as may be necessary o enable the apblicant _

to identify the patents cited. In citing foreign pat-
ents, the number of pages of specification and sheets
of drawing must be specified, and in case part only
of the patent be involved, the particular pages and
sheets contalning the parts relied upon must be Ident!-
fied. If printed publications be cited, the author (If
any), title, date, pages or plates, &nd place of pub-
lication, or place where a copy can be found, shall be
given, When 2 rejection is based on faets within the
personal knowledge of an employee of the Office, the
data shall be as specific as possible, and the reference
must be supported, when called for by the applicant, by
the affidavit of such employee, and such affidavit shall
be subject to contradiction or explanation by the affi-
davits of the applicant and other persons.

707.05(a) Copies of Cited References
Provided by Reference Or
der Center

Copies of cited references (except as noted
below) are automatically furnished without
charge to applicant together with the Office ac-
tion in which they are cited. Copies of the cited
references are also placed in the application file
for use by the Examiner during the prosecution.

Copies of references which are cited at the
time of allowance, in Ex parte Quayle actions,
and by applicant in accordance with 707.05(h)
and 708.02 are not furnished to applicant with
the Office action. Additionally, the practice of
furnishing, automatically and without charge,

Rev. 17, July 1988

copies of veferences gited ir tontinustion appli-

cationis 1 they had been proviously cited i ths
rent spplication has been' discontirived
‘rare instamce where no art is cited in & con-

tinuation application, ail the references dited
during the prosecution of the parent application
will be listed at allowance for. printing in the
patent. Other continuing gglicaﬁans, includ-
Ing continuation-in-part and divisional applica-
tions, are not ‘affected by this change..

This service is furnished by the Reference
Order Center (R.0.C.)  which is in charge of
{1) ‘ordering copies of the cited U.S. patents;

2) microfilming foreign and other references
supplied by the examiner; (8) mailing the ac-
tion with one copy of each cited reference; and

4) promptly retuming to the appropriate
rroup the foreign end “other references”; and
(5) after mailing, returning to the Group the
ribbon copy of the mailed action together with
a copy of each reference to be placed in the ap-
plication file, - IR
. To assist in providing this service, the Ex-
aminer should : L e

(2) Write the citation:of the references on
3-part form PO-892, “Notice of References
Cited”. (The rest of the action is written as
heretofore.) ‘ -

(b) Place the original copy of PO-892 in the
file wra};ger and give to the clerk with the com-
pleteld office action for counting and typing as
usual,

(c) Write the application serial number on
the plastic index tab of a special folder. Insert
into the folder the two carbon copies of PO-
892 together with any Forei%n and Other Ref-
erences cited in the actien. {De not enclose any
U.S. patents.)

{d) Place the folder in the “Out Box for
R.O.C.”

Form PO-892 is completed, and the folder
prepared and forwarded to R.C.C. in all cases
in which a reference is to be provided, regard-
less of the type reference cited.

Foreign and Other References are copied and
returned to the Art Unit within 48 hours. If
it is not feasible to release such a reference from
the Art Unit, the Examiner should have two
copies made. These copies must be clearly
marked as such. Both copies are inserted into
the folder for forwarding to R.0.C.

If one copy of a reference is to be used for
two or more actions simultauneously, the folders
involved must be fastened together with an
explanatory note on top, )

If Special Handling is desired, a “special”
sticker should be attached to the top of the
folder.

Jumbo U.S. Patents will be furnished to the
applicant, but will not be placed in the apphi-




“action pri

r 400(Rev.) of the

rocedures, and the Memo- = W
,~19.8;6; ;Md“MV&_!‘ch,E‘B, %7, 0

all Examiners. -

- References Cited By Appli-
- Applicants, attorneys and agents are hereby
a‘.dv‘iggd ‘that it is considered to be not only
g::pet‘=‘ but highly desirable that they inform
the Patent Office, in a.segamte‘ })aper either
within thirty days of the filing of an applica-
tion, or. prior to the first Office action, which-

: everxslp
‘publication which, in their opinion, may.

elpful to the Office in its examination of ¢
application,. It is not the intention of the Pat- -
ent Office to rely .on such citations as & substi-
tute for all or any pert of the official search, nor
as an admission by the spplicant or attorney
that the cited art is anticipatory of any claim or

should form a basis for a rejection thereof. - The
object in requesting a citation by the applicant
or attorney of prior art known to him is to pro-
vide 8 check on the official search and also to
facilitate such search in that an ezaminer who
is advised of prior art of a given degree of perti-
nence before beginning his search does not need
to spend time in considering art which is ob-
viously less pertinent, but which he would have
been required to consider if he wers starting
without such advice. The Patent Office, if it uses
such art, wiil not rely in any way on the fact that
it was cited by the applicant or attorney, but will
treat it in exactog the same manner as art dis-
covered in the official search. It is definitely to
the a;)plicant’s advantage to have all pertinent
art of record. Any citstion should be selective
and should avoid umnecessary duplication or
the inclusion of art of compasratively little
relevance.

Prior art cited by applicants, attorneys, or
agents within thirty days of the filing of an
application, or prior to the first Office action,
whichever is later, will be fully considered b
the Examiner, will be part of the official reooni,
and will be included in the list of references
cited in the patented file and in the printed
patent provided :

(a) the number of references cited is limited
to not more than five separate items, unless s
satisfactory explanation is given as to why
more than five citations are necessary;

79

267-480 O - 66 - 3

omitti

dsta of the publication: In
. references are {o.
' parte Quayle, on
" ences relied upon), the Exa

ater, of any prior patent or printed .

- class on form PO-892::

sminer’s list TENce ¢
0 listed under a ssparate heading
The Examiner when preparing the action, w
£ill out form PO-892 as usual with the follow-
ing exceptions. The Examiner will eniter the sub-
mitted citations in the s priate colamns,
h ‘the ?c!asféﬁng‘s%bc #ss. For ir}afei‘ex;ﬁes
other ¢ ~patents, the: saminer will apply a
heading ‘entitled "ZA.pplicam’s Nén-Pat.‘p%l{m
tions” on form P(O-892 ahead of the citation
tions where ‘no
be provided ( Allowance, Ex
applicant submitted refer-
¢ Exaroiner will list the
th class and sab:
‘the file record will

submitted citations as usual

.. -indicats the presencs of the submitted citations,

the Examiner does not have to point out in the
action the reasons for the citation of thase refer-
epces not relied upon. T

Reference Order Center ng.O.C.) will not
furnish copies of any gatent or which the class
and subclass - ‘have been  omitted on form
PO-892, or of any Publication cited under the
heading “Applicant’s Non-Pat. Citations.”

References cited by a Plicants, attorneys, or
agents under the “special” examining procedure
for certain new applications (Section 708.02)
will be included in the list of references cited
in the patented file and printed patent.

‘Where applicant’s submitted citations do not
comply with the above procedures, the paper
containi'tlx% the citations will not be entered in
the fle. The Examiner will nof notify applicant
of non-compliance. The references Will%e cited
only if relied upon by the Examiner in his ac-
tion. Applicant will not be permitted to with-
draw the paper containing the improperly sub-
mitted citations from the application file.

All references appearing in Office actions will
be listed in the patent under a single heading
entitled “References Cited”.

See 1302.12.
707.05(c) Grouped at Begiuning of
Letter

In citing references for the first time, the
identifying data of the citation should be
placed on form PO-892 “Notice of References

Rev. 15, Jam. 2088



try in numerical order. .
QOther references are then listed, alphabeti-
cally arranged by author (by title, if no anthor
is given). .. Included in this category are Ger-
maz .&qu;%&pphi%qus, ‘Belgian and Nether-
ands printed specifications, abstracts, abbre
tures gndtother publications. See 707.06(e).

707.05(d) Reference Cited in Subse-

v quent Aetioms -
refers to a ggerenm:w}ﬁch is subse papﬂa;

relied upon by the Examiner, such reference

shall be cited by the Examiner in the usual
manner... .o oo : [T : .

707.05 (e) Data Used in Citing Refer-

Rule 107 (707.05 and 901.05(a)) requires the
Examiner to give certain data when citing ref-
erences. 'The patent number, patent date, name
of the patentee, class and subclass (except ap-
plicant submitted citations), and the filing date,
if gppropriate, must be given in the citation of
U.S. patents. Sees 901.04 for details concerning
the various series of U.S. patents and how to cite
them. Note that psatents of the X-Series
(dated prior to July 4, 1838) are not to be
cited by number. Some U.S. patents issued in

1861 have two numbers thereon. The larger
number should be cited.

 If the patent date of a U.S. nt 18 after
and the effective filing date of the patent is

before the effective U.S. filing date of the ap-
plication, the ﬁhnghdate of the patent must
set forth along with the citation of the patent.
This calls attention to the fact that the par-
ticular patent relied on is a reference because
of its filing date and not its patent date. Simi-
larly, when the reference is a continuation-in-
part of an earlier-filed application which dis-
closes the anticipatory matter and it is neces-
sary to go back to the earlier filing date, the
fact that the subject matiter relied upon was
originally disciosed on that date in the first
application should be stated.

Rev. 15, Jan. 1968

e eferences should be marked
U-S.‘ pﬂ%ﬂfsmﬁnoﬁdax clnssifios-

tion is enclosed i wg:mnthm for example

“{96-24 F uxr)”’; Where only a portion of the
classification is unofficial, it slone 1s enclosed, as
in the citation 266-41(A) X. At the time of
Howance, when preparing the list of references
cited by the Examiner, the typist omits all par-
enthetically  designated classification data.

Foreiox PATENTS AND PUBLISEED APTLICATIONS
o citing foreign patents, the patent number,

citation d‘at%‘namebfjth y neme of the '
_ e o} close o sxcopt apphi-

~ In actions where references ure furnish
(1) less thun the entire disclosuie is relied upon,
the sheet and page niumbers specifically relied
upon and the total humber of shests of drawin,
and pages of - spedification ‘must be include
(except applicant submitted citations) ; (2) the
entire disclosure is relied upon, the total number
of sheets a,ndfageis ‘are not incladed, and the
appropriate columns on PO-892 are left blank.
actions where no references are furnished,

the total nnumber of sheets and p should be
included ‘except for applicant submitted cita-
tions. - ‘

Publications such as German sallowed ap-
plications and Belgian and Netherlands printed
sﬁeciﬁcaﬁons should be similarly handled. If
the total number of sheets and pages in an
publication Zo be furnished (other than U.S.
patents) exceeds 13, the authorizing signa-
ture of the Group Manager on PO-892 is re-
quired. If the total number exceeds 30, the
signature of the Operation Director is required.
Applicants who desire a copy of the complete
foreign f&tent or of the portion not “relied on”
must order it in the usnal manner., - .

Ses 901.05(a) for a chart in which foreign
language terms indicative of forei atent and
ublication dates to be cited are histed. Foreign
anguage terms indicating printed applications,
which are to be cited as publications, are keyed
to footnote (3) of said chart.

PUBLICATIONS

See 711.06(a) for citation of abstracts and
abbreviatures. See 901.06(c) for citation of
Alien Property Custodian publications.




AR . ‘the action (there
Wgﬂ X " may be no call number), the additionsl mfor--
ist ck enough mation, “Copy in Group- * should be given.

80.1 Rev. 15, Jan. 1968



RSP TIRR AR ng‘ WFES BN :

p.91-95. Oet.17,1960. TPLI418, . . .

" Nors: In this citation, 38 iz the volume num-

ber, 42 the issus number, and 91-85 the page
numbers. SR ARSI N R

If the oﬁgm.l publication is located outside

order a photocopy of at least-the portion relied

upon and indicate the class and subclass in
ich it will be filed. The Office action MUST
designate this class and subclass. L
Whensver, in citing references anywhere in
the application fils the titles of perivdicals are

riodi
Eh?mld be wifhythe following excep-
tions: (1) the viation for the Berichte der
deutschenn chemischen Gessllschaft should be
Bﬁ: Dent. Chem. m::hax;thm Ber., end (2)
whers a country or city of origin is 8 necessary
P}Wtof' COnIp %@;ﬁmﬁBmuntryor
city of origin shoul in parentheses;
e.g:,'J.ﬂwGhmInd.'(mndm), !

707.05(f) Effective Dates of Declassi-
ﬁeil Printed Matter [R--
16

In using declassified material as references
there are usually two pertinent dates to be con-

gidered, namely, the printing date and the pub-
lication date. The printing date in somep in-
stanices will appesar on the material and may be

considered as that date when the material was
prepared for limited distribution. The publi-
cation date is the date of release when the ma-
terial was made available to the public.® If

Hasris 2 al., 70 U.S.P.Q. 480.
Incorreet Citation of Ref-
e OTORees .

‘Where an érror in citation of x veference is
brought to the attention of the Office by appli-
cant,  Yetter correcting the error and resta; mg ;
the previous period for response, together wit:
a correct copy of the reference, is sent to si,pﬁx-
cant. Where the error is discovered li{the ix-
aminer, applicant is also notified and the period
for response restarted. In either case, the Ex-
aminer is directed to correct the ervor, in mkdi

707.65 (g)

in the paper in which the error appears, an
place his initials on the margin of such pa@g
her with a notation of the paper number
of the action in which the citation has been cor-
rectly given. See 710.08. P '

Form POL-318 is used to correct an erro-
neous citation or an erronecusly farnished
reference. (Clerical instructions are outlined in
t(ge &i)glmal of Clerical Procedures, Sse. 410.0

gn any case otherwise ready for issme, in
which the erroneouns citation has not been for-
mally corrected in an official paper, the Ex-
aminer is directed to correct the citation on an
Examiner’s Amendment form POL~87.

If a FOREIGN patent is incorrectly cited;
for example, the wrong country is indicated
or the country omitted from the citation, the
General Reference Branch of the Scientific
Library may be helpful. The date and num-
ber of the patent are often sufficient to detsr-
mine the correct country which granted the
patent.

To correct & citation prior to mailing, either
before or after sending the & action to
Refevenca Order Cemter (R.O.C.), ses ihe
Memorandum of March 28, 1087, distributed to

Rew, 16, Ape. 1868



a;nd the g(}? citation should % given if e
in these publications.
031 ncﬁ, Federal geporﬁer o CSPQ

it is m—

ap 134 .
In mcr:pﬁj;‘ ‘decision ‘which is
anﬂaglgnt% the ublic but which has ot been
the tribunal rendering the decision

—ezo—cy papét o, T
Decisions found mﬂy:ﬁ*wm
hacmdwlywhenthmemmpnbhshad deci-
gion: on ; ; mﬁ. y such decision
quiant amm be called to
riate Director to
xdvisable to hsve it

the attemtion of .t
determins if it wonld
pabhshed-

The citation of mannscnpt decmons ‘which
mmtavmhbhtothe public should be
avoided. If an Examiner beheves that a_
ticular manuscript decision not open to ablic

ion would be useful, he ‘may, cal 1t to
the attention of the appmpmte Director who
will determine whether steps should be taken
to _release it for publication.

When s Commissioner’s Order,. Notice  or
Memorandum not yet incorporated into this
manual is cited in any official action, the date of
the order, notice or memorandum should be
given. Whem roprisie other data, such as
s 8 the Jowmal of the Patent

e Society orofﬂw O ficial Gazette in which
bhe sane may be found, should also be gwen.

. 707.07 . Completeness and Clarity

Buls 105. Oompletcness of cxominer's dotion. '.me
examines’s action will be complete as to sl matters,
except thet In appropriste clecnimatances, soch as mis-
Sofnder of Invention, fundamental defects in the appil-
cation, and the ke, the sction of the examiner may be
Umited to such matters before forther action is made.
Bowever, muttors of form need not be raised by the ex-
aminer gutil a cleim is found sllowable,

Whenever, ugcm examingtion, it is found that
the terms or of modes of characteriza-
tion uwsed to desmbe the invention are not
sufficiently consonant with the art to which the

nology bef@m fm.'ther actwn i8'y
- A suitable. fmm for this action is a8
“A pre ‘examination of ﬁ'izs spphw

tmp indicates that t.he followin hermmoiogy

is éhemfoxe neshsd to prtmdﬁ
1 nt 'ouof,thesdwm {or prop-

emas qr m d&&& | oF eo‘m:elm thmﬁpxth

7 ology %o that p

A SHORTENED %TATUT@RY '?ERI{)D
FOR RESPONSE TO THIS AMIQN IS

SET TO EKPIBE (date) ”

707 07(&) ﬁnmplete AcnanonFormal
, Haﬁers [R«Iﬁ]

pia.ﬂed plications
hstmg informalities mted tlm
(Form PO-948 mdthaﬂmdmfﬂmﬁp
tion Branch (Form PO-1562). Each of thees

forms com an originel for the file record
and two mpmebobem&ulaito licant s 8
part of the Examiner’s action, are s

po-
cifically referred to as attachments to ¢he letter
and - sre marked with its paper number. In
every instance whare these forms sxe to be used
they should be mailed with the Exeminer’s first
letwr and any additional formal requirements
which the Exuminer desires tomaka &enld be
included in the first letter.

When any formal raqmmmen& !sma&amm
Examiner’s action, that action should, in all
cases where it indicates allowsble subject miat-
ter, call attention to Hule 131(b) and state that
a complete nse must comply with
all formal requiresnents or specifically truverse
each requirement not cormplied with,

707.07(b) Reqguiring New Osth
See 602.02.
707.07(e) Draftuman’s Reqairement
[R-16]
See T07.07(w) ; alsc 608.02 (a), (), ().




gpl tbe theteie ad-
uqummﬁomn&erxt

the*moat mual d of 1e gacr
monmbasadmprmrmnn&ermtmaﬁﬂ
10201'36118.0.1&3.

85 USC. 102 (Axnazm'rxoza' m LACK or
. Novm.-rr) .

'Hm dmtmctwu betwosn myeetmns base& on
85 U.S.C. 102 and those hased on 85 US.C. 103
should be kept in mind. Under the former, the
claim is anticipated by the reforence. No ques-
tion of obyviotsness is present. It may be ad-
visable to identify & particular part of the ref-
erence to support the rejection. If not, the
expression “rejected under 35 U.S.C. 162 as
clea,rly antlclpated by” is appropnam S

35 U.SG 103 (Omovm)

In contrast, 35 U.S.C. 103 authormes a rejec-
tion where to meet the claim, it is necessary to
modify a smgle mfemnce ot to combine it with
one or more others.. After indicating that the
rejection is under 35 U.8 .C. 108, there should
be st forth (1) the difference or differences in
the claim over the applied reference a}, {2) the
proposed modification of the refer-

ence(8) . o srrive &t the e,}atmed sub-
ject matter, end (8) an explanation why such

proposed modzﬁmtmn would

" of patentable merit

mwastomsntter
g ik g “‘"3 Pm&mm
nmm e e

that the s; morappaamto
pntent%n subject matter. Nor g:mld he

ress doubis sz to the ellowability of allowed
claims or state that every doubt been re-
solved in favor of the spplicant in granting
him the claims sllowed,

The Bxsssiner’ ammﬁﬁ . @ flest
Office “ﬂj‘fm on thgﬁémwi i i y clajme

&mwda&ito W?m , mhlw If thaf
sminer doos zwt dﬁ*t&, ﬁmn %yﬁmplmwm ﬁ
Wﬂlbo BRURETSL00L 'lv"«:‘f:h,r wmm

sble clam nor
]ect maﬁer to whxch the laims ; ”
ImmrmrEmemmom K :

An omihus miootion uf t.he ciaim “on the
references snd- for ‘ths reasens: of resord” is

-and unsuslly not informative md

should mfmbesmm,,,m;sespemﬂy

707 07(e) “Note All Omstmdmg Re-
qmmnems :

takmg panamandedcaaeformhonthe
Examiner should note in every letter all the
5 #gwﬁswnh ding agimst the
verypom in the prior sction
iner which is still a.g}phcable must be repeated
or referved to,toprevmt&amphed walver
of the requirement. :
As soon as allowable sub}ect, matter is found,
correction of ell informalities thm present

should be mgmwd.
707.07(f) Anmr A.!E Matetial Treave
ersed

Where the mqmmmmm are traversed, or
suspension thereof requested, the Examiner
should make proper reference thereto in his
action on the amendment.

- Where the applicant traverses any rejection,
the Examiner should, if he repeats the rejec-
tion, take note of the apphcmt’s argument and
answer the subetance of it.

If » rejection of record is to be applied to
& new or samended claim, specific identificstion
Wtwgmndafmiwﬁm,usb citation of
th aph in the former leftar in
rejection was originslly stated,

Rav. 16, Ape. 1968



ter ¢ EXE
If it is the Exammers conm&ered opuuon

that the assertad advantages sre without Stlg
nificance in determining patentability of the

rejected claims, he should state the reasons for
ly in the

vnmﬁ Byaodmng!the
Appheant mll know the  asserted sd-
vantages have actually beer eonsidered by the
Emmwééiappwmum,mam&

, 3 by Tn re Herrme _egt.nl.,
1959 CI). 159 789 OG 848 where the appli-
cant t.hat the subject matier claimed
produced new and useful ‘tesults. The conrt
noted that since Applicants’ statement of ad-
vantages was not questioned by the Examiner
or the Board of Appeals, it was constrained
toaooeptthemtementatfwenlueandthem
fore found ees:(:am clsims to be sllowable

707.07 (g) Piecemeal Exsmination
[R-16] '

Piocemeal examination should be sveided
a8 much as possible. The Examiner ordi-
narily should reject each claim on all walid
grounds svailable, avoiding, however, undue
multiplicstion of referances. (See $04.02.)
Major technical rejections on grounds such as
aggregation, lack of proper disclosure, undue
breadth, serious indefiniteness and res judicata
ghould be applied where appropriate even
though thare may be a seemingly sufficient re-
jection on the basis of prior art. Where a major
technical rejection is proper, it should be stated
with & full development of reasons rather than
by & mere conclusion coupled with some stereo-
typed expression.

In casss where thers exists a sound rejection
on the besie of prior art which discloses the
“heart” of the invention (as distinguished from
pnorertwhwhmemlymeetstbetemmoftha
claims), secondary rejections on minor technical

Hev. 16, Apr. 1968

upph&mw 2ppe 'bwt socomplished by 'hmm-
mgmtionon clsims thereof t6'a particalar
These’ mm&tmnsinch;ﬂathﬁ following:’
(i) ‘Where an application is tos imformal for
a complete action on the merita; sée 702.01:
(2) Where there is annndﬁa mnlt!p!xcit,y of
dams,md%hmbeanmsnmfﬂtee»
phone request for election of & limited nuinber
of claims for full exeminstion; see “ﬂ%ﬂﬁ(l) 3
- {8). Whers there is & mm;mnder of -inven-
tions and there has been no successful telephone
t for elestion; see 808, 806,02, 812.01;

{4y Whemthuﬂmclmmmdzrwﬁedhpe

petual motion; note ez parts Payvs, 1604 C.D.
42108 0.G. 1049,

Howaver, it such cases, the best prmr art mdﬁy
available should be cited and its pertimancy
pointed out without spemﬁmlly applymg ns to
the claims,

On the other hmd 8 rejesctmn on the grounds
of res judioata, no prima facie. showmg for re-
issue, new miattar, or inoperativeness (not
involving perpetual meimn) should be accom-
plished by rejection om other avs.ﬂa.ble
grounds. '

707.07 (h) Notify of Innceuracxes in
Amendment

Ses 714.93.

707.07 (i) Fach Clsim To Be Men-
tioned in Eachlm R~
16}

In every letter each. claim should be men-
ticned by number, and #» trestment or stetvs
given. Since a cisim retsins its originel no-
meral throughout the prosecution of the case,
its history through successive actions is thus
eagily tracesble. sction should conclude
thh fi SUITArY of rejected, allowed and csn-
celled claims.

Olsims retained mnder Bule 142 and claims
wtaxmdunderRulelﬁshanldbeema&edm
set out in 821 to 821.03 and 808.02(c).

hmtiongof losing
TheIndexofChxmsshouldbekeptupw
date as set forth in 717.04.




When - an’ application 6&1% p&mﬁh
sabject zz:iatt‘:: Amd i ‘ ~ the

in' f # limitation,

the Exammer should not stop with'a ‘bere ob-

jection or rejection of the claims. The Exami-

ner’s action should be eonstructive in nature

and when ossible he should offer a definite

ion for correction. Further, an Exam-

ion of aﬂawable subject matter

]ustlmrs indicating the possible desira-

h t{ of an interview to necelerate early sgree-
on-allewable clmns.

“If the Examiner is uhsﬁed after the search
lzas been completed that pafentable subject
matter hes been disclased ‘and the record indi-
eates that the Applicant intends to claim such
subject matter, he may note in the Office action
that certain asgects or features of the patent-
sble invention have not been claimed and that
if properly claimed such claims may be given
favorable conqrdemhan. o

If a claim is otherwise allowable but i is de-
pendent on a cancelled claim or on a rej
claim, the Oflice action should state that the
claim wounld be allowable if rewritten in inde-
pendent form.

Earny Arvowawcee or Cramee

Where the Exzaminer is satisfied that the
prior art has been fully developed and some of
the claims are clearly ailowable, he should not
delay the allowance of such claims. The prac-
tice of some Examiners of never allowing a
claim in the early actions, when the afore-
mentioned conditions exist, is & handicap to
attorneys or Eents Such practice is alse a
hardsh:p on the inventor in his atfempts to
negotiate for the vxploitation of his invention.

707.07(k) Numbering Paragraphs

It is good practice to number the paragraphs
of the letter consecutively. This facilitates
their identification in the future prosecution of
the case.

707.08 Reviewing and Initialing by As-
sistant Examiner

The full surname of the Ezxaminer who pre-
pares the Office action will, in all cases, be typed

2 B

fﬁ hm Exammer doee not

typed mame; and 1@&:&5@% '

Although onl ﬂm m'ig’mal it sxgne& the word
“Examiner” and the stamped name of t.iw signer
should : appear on ‘the originel and copies,

707.10 Entry [R—-IG]

The ongma‘i signed by the authorized Ex-
ammer, xs t o co;gn wlucg is placed in the file

wrapper, The character of the action, its pa
pumbser and the date of mailing are ente
black ink on the outside of the fle wrappar
under “Contents”,
707.11 Date

The date should not be t when the

letter is written, but should be stamped on all
copies of the letter after it has been signed
by the authorized si 0 Exammer the
oopzes are about to .

| 707.12  Mailing

In cases where no references are to be pro-
vided by R.0.C., the copies are mailed by the
Group after the original, initialed by the As-
sistant and signed by the authorized signatory
Examiner, has been plaeed in the fila.

In cases where cited references are to be pro-
vided, the original and mﬁzes after signi are
forwarded by the clerk to Reference Order
ter (R.O.C.) for mailing. The file with a gy
of the action is retained in the Group. . After t
copies are mailed by R.0.C,, the originai is re-
turned for placement in the file.

707.13 Returned Office Action

Letters are sometimes returned to the Office
because the Post Office has not been able to de-
liver them. The Examiner should use every
reasonable means to sscertsin the correct ad-
dress and forward the Jetter again, after
stamping it “remailed” with the date thereof
and redirecting it if there be any reason to
believe that the letter would reach applicant
at such new address. If the Office letter was

Rev. 18, Apr. 1968



is ‘not finslly :successful in de-
livering the: letter, it is placed, with the en-
velope, in-the file wrapper. 1f the period dat-
ing from the remailing elapses with no com-
munieation from applicant, the case is for-
warded to the Abandoned Files Unit.

708 . Order of Examination [R-17]

Rule 101. Order of ezamination. (a) Applications
filed in the Patent Office and accepted as complete ap-
plications (rvies 523 and 55) are assigned for examina-
tion to the respective examining divisiens having the
ciasses of Inventions to which the applications relate.
Applicatioas shall he taken up for examination by the

examiner to whom they have been assigned in the or-

der in which they have been filed except for those appli-
cations in which the Office bas accepted a request
under Rule 139, o ‘

b) Applications which have been acied upon by
one Examiner, and which have been placed by the ap-
plicant in condition for further action by the Examiner
(amended applications) shall be taken up for action
in such order as shail be determined by the Commis-
sioner.

Each examiner will give priority to that ap-
plication in his docket, whether amended or new,
which has the oldest effective U.S. filing date.
Except as rare circumstances may justify Group
Supervisors in granting individual exceptions,
this basic policy applies to all applications.

Whether a given application has an effective
U.S. filing date earlier than its actual filing
date is determined by whether the disclosure of
a parent case adequately supports any claim or
claims of the later case. Examiners are respon-

Rev. 17, July 1968

sk

’ 'E" o

:. liji i
from what the records show, he should so inform
aniend the shou

‘dste” status of any &
promptly
-the records 'to show the correct slatus,
withthedateof corzection, .~ - .. .
- The pew order of examinstion for each Ex-
aminer will continue top prierity for those spe-
cial cases having & fized 60-day due date, such
as Examiner’s Answers and Decisions on Mo-
tions. . Most other cases still remaining in the
“special” category. (for example, reissues, inter-
ference cases, cases made. ial by petition,
cases ready for final conclusion, etc.) will con-
tinue in this category, with the first effective
U.S. filing date among them normally control-
ling priority. | o |
Action on those applications in which the
Offics has accepted a request under Rule 139 is
suspended for the entire pendency, except for
purposes relating to: interference. proceedings
under Rule 201(b) initisted within (5) five
years of the earliest effective U.S, filing date.

708.01 - List of Special Cases [R-16]

Rule 102, Advancement of exeminetion. (a2) Appll-
cationg wil! pot be advanced out of turn for examing-
tion or for further action excert as provided by these
rules, or upon order of the Commissioner to expedite
the business of the Office, or upon & verified showlng
which, in the opinion of the Commissioner, will jnstify
20 advencing it.

(b} Applications wherein the inventions are deemed
of peculiar importance to some branch of the publie
gservice and the head of some department of the Gov-
ernment requests immediate action for that reason, may
be advanced for examination.

Certain procedures by the Examiners take
precedence over actions even on special cases.

For example, all papers typed and ready for
signature shovld be completed and mailed.




before: m«day od expires, to gunrantes
oom letion: within thz 60-day Himit. !
fan anwhua‘iﬁawhmhhawga -

(s) A cttums whemn the mventlons gre
iar importance to some branch
of the pnbhemwcnd when for that reason
thskesde&som s nt of the Govern-
mqmcﬁummedmm sction ‘and. t.ha (.;om~

(b)m d qg;?g m’r’&uﬁé £ 3 petl

made 838 of s
(Ses 708.02.)

'Su ' alone to &%%c:xt pmtmn the
apphant, gn apphea for patent that has
‘oneo been ‘made specisl and sdvanced out of
turn ‘for exammatton by resson of a4 ruling
maem at pas cuareaae ¢ mis-

d th rticul (by the Com
gioner or an t Commissioner) will con-
tinue to be special thronghout its entire course
of prosecution in the Patent: Office, includin
appeal, if any, to the Board of Appeals; an
any interference in which such sn application
becomes involved shall, in lilee measure, be
considered specxal by all Pate:nt Office oﬁcmls
concerned.

(¢) Applications for reissues (Rule 176)

{d) Cases remanded by an appeﬁate tribunal
for further action.

(e} A case, onca taken up for action by an
Examiner according to ite effective filing date,
should be treated as special by any Ezaminer,
Art Unit or Group to which it may subsequently
be transferred; exemplary sitastions include
new csses transferred as the result of s tele-
phone election and cases transferred as the re-
sult of & timely responee to any official action.

(£) Apphcatrons which a r to interfere
with other applications previously considered
and found to be allowable, or which it is de-
manded shail be placed in interference with an
unex;;zwd patent or patents (Rule 201).

Cases ready for allowance, or ready for
as to formal mafters,

allmnce except : 10
1ch are in condition for final

{h) Cases w
rejection,

p fo:-c awwi m 80 days

vammmoa
' Petitions to’ make;

facture whmh is
asmrance o tem
porti fwts must be made.” ¥o
tails see the Pat;ent Office publication’ dm&
July, 1968, ent:tled‘%hmfl‘o Make Apph-
cations  Special.” ' ‘Chpie of‘?

ave availeble
Gﬁmmissm‘

dela edf forlack of some
on. ' Showi

Petltwns to make smmai may be ba,sed on'a
shawmg that wpplicant is 65 or more years of
ge or that his state of health is such that he

might not be available to assist in the prosecu-
tion of the apphmtwn l‘f 1& were to run its
normal ‘course, :

Comma Achnon a

Petitwns to make special a continuin apph-
cation may be based on an allegation that the
application containg only claims which have
been held allowable in an earlier case or claims
differing therefrom only in matters of form
or by immaterial terminology. The Examiner

1~eql uested to make a report stating whether
the legation in the petition is correct and
including a list of the veferences over which
the claims were allowed, unless such references
have been listed in the petition. If, in the

1lnmon of the Examiner, the claims in the ap-
plication do not qualify it for special status
as above noted, but he is able to determine from
ingpection that the application is allowable in
matiers of substance or that the claims are oth-
erwise such as would, by reason of the previous
gnal ution, be clearly subject to i

action, he should report the fact.

Speciarn, Exaummvine Proceoure ror CERTaI

New APpPLICATIONS—AOCELERATED ExAMINA-

TION

A new application may be granted special
status mvwrm! that applicant (and this term
mcludm applicant’s attorney or agent) concur-

Hev. 18, Oct. 1068




sithow L ‘TheDew apy mg »
trayerss as & pr sl mmﬁmwsm @fmmpmwwiththe
situs, inio squirements. seb out-above Wil be:taken up by
r before all > aatagories of ap-

The elmmn m;y b@ made

It mpmper, exwumtzm on the

merits wiﬁ proceed . on claim drawn to_ the
 Ifep uﬁm msks dwtzmmth
ont tx;arerm,tbeqp ion wil.l 5ot be further

qst that gm Ths petition will be
demed on the. ﬂm ch.ma are not

Y

Lo a single in

will await setion in its

Dmswna? applications direcied, t.a ﬂm non:

elected inventions will not sutomatically be
iven special status'based on pupers filed wzth

g}m petition ‘in. the psrent. cese. Ee.ch sach

application must meet on its own ail mqmre»

ments for the new | statos, .

(b) Submitse ent that a pm—examma
tion search was made, and specxfymg whether
by the inventor, attorne g Ip surdz-
ers, etc., and edofsearchby
and subclam, pub 1catxon, chemxcal abstracts,

fore gm

ubmits one copy each of the references
deemed most closely related to the subject mat-
ter encompassed by the claims.

(d) Submts 8 detailed discussion of the ref-
erences, which discussion points out, with the
articularity required by Rule 111 (b) and (cz

ow the cla subject matter is distin
able over the references. Whers spplicant indi-
catss an intention of overcoming one of the ref-
erences by afidavit under Rule 151, the afiidavit
must be submitted before the apphwtwu ia
taken up for action, but in no event later then
one month after request for special status.
In those instances vhere the request for this
special status does not meet all the prerequisites
set forth above, applicant will be notified and
the defects in the request will be stated. The
application will remein in the status of e new
application awaiting action in its regular turn.
In those instances where & request is defective
in one or more respects, applicant will be ‘gi
portunity to perfect the request. If per-
nﬂz the request will then be granted.

Once a request hes been granted, prosecution

Hev. 18, Oct. 1065

‘cant or his re

excoptithose clearly in condition for
allewm and those with set tiine limita, such a8
Answers; Decisions on Motions, efe.,
and:will be. given a:compléte first action which
wnlllmladeaamnmlmamrsafmemmw
:tu icted t tl?hemw ma#:er m ?;
ri o the encom;
the claims.: A first!action rejection will-set 2
tlmree«mﬁh showened period. for response. -

2. During the three-month period for fm‘
Bponss,; /i8; encouraged to’ arrange. for
an mﬁ with the; Bxaminer:in order to re-
solve, with finality tim  IARY: issues’ At possibls.
In order to afford the Examiner time for réflec-
tive congiderstion . befem the: interview; appli-

presentative shonld cause to be
placed in thehands of the Examinerat leastione
workmg day' prior to the:interview; & copy

{loaly donmied, oz ouch) af the srmendment

pmpm @ in:pesponse to the
lnex"s action. - Such & -will not becoms &
patt of the ﬁla, but wi fom 8. bws for dxscus
mongstthe mvxewthe

8. Subsequent to mﬁemnew or responmm
to-the Examiner’s first action: if no interview
was appheant will -file  his *record” re-
gponse. at this stage, to be proper;
mugt be restricted to.the rejections, objections,
and - requiremetits msade. Any amendment
which would require broadening the search field
will be tmated asnot a proper responss. .

4. The Examiner will, within one month from
the date of recipt of spplicas’s formal o

sponse, take up the application for

mtxom. dgs xtx‘?)% will constituto either &
final action whxeh tayminates with the setting
of a three-month period for responss, or & no-
tics of allowance. The Examiner’s response to
any amendment submitted after final rejection
should be prompt and by way of forms 327, 303
or 309, by passing the case to issue, or by an
Examiner's Answer should applicant choose to
le an ngg peal brief at this time. Of course,
tively minor issues or deficiencies

might be easily resolved, the Examiner may
use the telephone to inform the applmmt of

such

rsona) interview after final Office sc-
txmx wn not be permitted unless requested by
the Examiner. However, telephonic interviews
will be permitted where appropriate for the




is mpammble for proper ente
tion and the resultlgg S:knsxo ; 3 ‘
The petition, with an attached papers. and sup-
porting affidavits, will be ﬁmm a single paper
number and so entered in the “Contents” of the
file. The decision will be accorded a separate
paper number and similarly entered. To in-
sure entries in the “Csntents" in proper order,
the clerk in the examining group will make cer-
tain that all papers prior toa petition have been
entered and/or listed in the application file
before forwarding it for mmsxderatlon of the

petition. - [R-17]

708.03 Examiner Tenders Hns Resxg-

nation

- Whenever an Examiner tendeps,his resigna-
tion, the Supervisory Primary Examiner should
see that he spends his remaining time as far as
possible in winding up the old complicated cases
or those with involved records and getting as
many of his amended cases as possible ready for
final disposition.

If the Examiner has considerable experience
in his particular art, it is also advantageous
to the Office if he indicates (in pencil) in the
file wrappers of cases in his docket, the field
of search or other pertinent data that he con-
siders appropriate.

709 Supseunsion of Action [R-17]

Rule 103. Buspenston of action. (a) Suspension of
getion by the Cffice will be granted at the request of
the appiicant for good and sufficient cause and for a
reasonable time specified. Only one suspension may
be granted by the primary examiner,; and further sas-
pension must be approved by the Commissioner.

(b) If action on an application is suspended when
not requested by the applicant, the applicant shall be
notified of the reasony therefor,

(¢) Action by the examiner may be suspended by
order of the Commiwioner Ju the caze of applications
owned by the U'nited HBiates whenever pablieation of the
invention by the granting of a patent thereon might be
detelmental to the publie safety or defense, at the re-
aquest of the appropriste departthent oF agency,

idi Avtion on apgpiieatione in which the Office bhas
acvegdodd m peouest Bled nnder Hulbe 138 will be sy

( o,
- of action apphes to an 1mpendmg Office action
by the examiner.

hereas an extension of time
to action by the fg;pl‘caxﬁt.
“(b) of the ‘Rule provi

es for &
nsion of Office action by the examiner on
his own initiative, as in Secs. 709.01 snd 116101
{i}. Paragraph (d) is used in the Defensive
Pubhmtmn ngmm described in 711.06.

70‘).01 Overlappmg Appllcatmns by
Same Applicant or Owned by
Same Assxgnee [R-17]

_ Examiners shou]d not  consider ex parm.

: wben raised by an, a&plxcam, questions which

are pending before Office In inter partes

involving, the same applicant or
party of Interest. (See ex parte Jones, 1994
CD. 59: 327 0.G. 681.)

Because of this where one of several appii-
cations of the seme inventor or assignee which
contain overlapping claims gets into an inter-
ference it was formerly the practice to suspend
action by the Office on the applications not in
the interference in accordance with Ex parte
MeCormick, 1904 C.D. 575; 113 O.G. 2508.

Now, partly in view of In re Seebach, 1937
C.D. 495; 484 O.G. 503 the prosecution of all
the cases not in the interference is required to
be carried as far as possible, by treating as
prior art the counts of the interference and by
rejections forcing the drawing of proper lines
of division. See 1111.03.

709.02 Actions Following Correspond-
ence Under Rule 202

See 1101.01(i).

710 Period for Response

See Chapter 1200 for period for response
when appeal is taken or court review sought.

710.01 Statutory Peried [R-17]

Eztract from Rule 185, (a) If an applicant falls to
prosecute his application within six wonths after the
date when the last official notice of any action by the
Ofiee wax malled to him, or within such shorter time

B9 Bev. 17, July 1948



10.02(b).

710.01(a)  Statutory Period, How

The actual time taken for response is com-
puted from the day of the mailing of the Office
action to the date of receipt by the Office of
applicant’s response. No cognizance is taken
of fractions of a day and applicant’s response
is due on the corresponding day of the month
six months or any lesser number of months
specified after the Office action.

Response to an Office action dated August
30 is due on the following February 28 (or 29
if it is a lea yem;, while a response to an
Office action dated ;_,ebruazg‘% is due on Aun-
gust 28 and not on the last day of August. Ex
parte Messick, 1930 C.D. 6; 400 0.G. 3. The
same reasoning would apply for any period less
than six months, o

The date of receipt of a responss to an Office
sction is given by the “Office date” stamp
which appears on the responding paper.

In some cases the Examiner’s letter does not
determine the beginning of a statutory re-
sponse period. ¥For example, the Examiner
may write a letter adhering to a final rejection,
in which case the statutory response period
running from the date of the final rejection is
not disturbed. In all cases where the statutory
response period runs from the date of a previ-
ous action, a statement fo that effect should be
included.

710.02 Shortened Statutory Period
and Time Limit Actions

[R-17]

Under Rule 136 (35 U.5.C. 133) an apphi-
rant may be required to respond in a shorter
period than six months, not less than 30 days,
whenever it is deemed “necessary or expendi-
ent”.  Some conditions deemed “necsessary or
expedient” are listed in Section 710.02(h).

In other situations, for example, the rejection
of a copied patent claim, the Examiner may
require applicant to respond on or before a
specified date. These are known as time limit
actions and are established under aunthority of
35 17.8.C. 6. Some situations in which time
Hmits are set are noted in Section 710.02(c).
The time limit requirement shonld be typed in
capital letters,

 Shortened periods.
e

Pt
i

Hev, 17, July 1968

' Oure should be

COm ) : v
isnota Sama%
REFLY® appuars on the firet pags of all copies
of sctions ’igi&hieﬁﬁ aim for reply

hias been uet, | ‘This legend preforably appears

| just under the date stamp *fizently‘tha;t

90

a person leoking merely for the mailing date
of the action and not reading the sction as o
whole cannot ' reasonably avoid seeing the
legend. o '

710.02(b) Shortened Statutory Pe-
riod: Situations in Which
Used [R-17]

Under the authority given him by 35 U.S.C.
133 the Commissioner has directed the Exam-
iners to set o shortened period for response to
every action. The length of the shortened stat-
utory period to be used depends on the type
of response reguired. Some specific cases of
shortened statutory period for responss to be
given are: pres

Tuairry Days

Requirement for restriction or

election of species—no claim re-

jeeted - . 814
To file express abandonment—
drawings transferred..______. 608. 02(1)
Two MoxTas
Winning party in terminated in-
terference to reply to unan-
swered Office action__________ 1109.01

YWhere, after the termination of an inter-
ference proceeding, the application of the
winning party contains an unanswered office
action, final rejection or any other sction, the
Primary Examiner notifies the applicant of
this fact. In this case response to the Office
action is required within a shortened statutory
period running from the date of such notice.
See Ex parte Peterson, 1941 C.D. §: 525 O.Gz. 3.

Ex parte Queyle

When an applieation is in condition for
allowance, except as to matters of form, such
as correction of drawings or specification, a
new oath, etc.. the case will be considered
special and prompt action taken to require cor-
rection of formal matters. Such action should
include a statement that prosecution on the
merits is closed in accordance: with the deci-
sion in £z parte Quayle, 1935 C.D. 11; 453
0.G. 213, and should conclude with the setting
of a shortened statutory period for response.

Multiplicity rejection--no other

rejection oo TOR03(])




- jection 1n the Examiner’s Anmr (Rule 193).
-+ A shortened statutory period may not
lesthand0days. - o
710.02(c) ' Time-Limit Aetions: Sit-
. uatons in Which Used
oo o IR-18F

As stated in 71002, 35 D.8.C. 6 provides
authority for the Commissioner to establish
rules and regulations for the conduct of pro-
ceedings in the Patent Office. "_.,Amanﬁ . the
Rules are ‘¢erfain situations in’ which the
Examiner sets 2 time limit within whick some
specified action should be taken by applicant.

ome situations in which a time limit is set are:
 (a) A Sfﬁfﬁ(’n,of Rule 203(b) provides that
in suggesting claims for interference:

The parties to whom the claims are saggested will be
reguired to make those claims (1. e, present the sug-
gested clalms in their applications by amendment)
within a specified time, not lesg than 30 days, in order
that an interference may be declared.

See 110101 (j), and 1101.01(m).
(b) Rule 206(b) provides:

Where the examiner is of the opinion that none of
the clalms can be made, he shall refect the copied
claims stating in his action why the applicant cannot
make the ciaims and set s time iimit, nct less than
30 days, for repiy. If, after regponse by the applicant,
the rejectlon iz made final, a2 similar time liit shall
be set for appeal. Failure to respond or appesi, as the
case may be, within the time fixed, will, in the absence
of a satisfactory showing, be deemed a disclaimer of
the invention claimed.

See 1101.02(f).

(¢) When applicant’s action i3 not fully re-
responsive to the Office action, the Examiner
may give applicant one month or the remainder
of the set statutory period, whichever is longer,
to complete his response. See Rule 135{c)
which reads as follows:

When action by the applicant is n bona fide attempt
to advanee the case to final action, and is rubstantinlly

20.1

e .

. (2) To ratify or otherwise correct sn un-
signed amendment, applicant is given ons
menth or ‘the '*mnaindgr of the set” statutory
period; whichever is longer. :

‘See TI40L(B).

©{f) Where application is otherwise allowable
but contains & traverse of ‘a requirement to re-
strict, one month iy ‘given to cancel claims to
nonelected invention' or species or ‘take other
appropriste action. ' 'Ses Rules 141, 144, and
809.02(c), 821OL. - o o

"{g) If there is a defect in the formst of a
streamlined continuation application which can
be corrected, applicant is given one month to
correct the defect: - o : e
See 201.07. ' ‘

710.02(d) Difference Between Short-
' ened Statutory and Time-
Limit Periods

The distinction between a limited time for
reply and a shortened statutory period under
Rule 136 should not be lost sight of. The pen-
alty attaching to failure to reply within the
time limit (from the suggestion of claims or the
rejection of copied patent claims) is loss of the
subject matter involved on the docirine of dis-
claimer. A rejection on the ground of dis-
elaimer is a{)peamble. On the other hand, a
complete faihire to respond within the set stat-
utory period results in abandonment of the
entirve application. 'This is not appealable, but
a petition to revive may be granted if the delay
was unavoidable. Further, where applicant re-
sponds a day or two after the time Yimit, this
may be excused by the Examiner if satisfac-
tortly explained; but a response one day late
in a case carrying a shortened statutory period
under Rule 136, no matter what the excuse,
results in abandonment; however, if asked for
in advance extension of the peried may be
granted by the Examiner, provided the exten-
gion does not go bevond the six months’ period
from the date of the Office action. See also

1101.02(£).

Rev, 18, Oct. 1868




in bis di 7 further extens :
proved by the Commissioner. In no c ny ex-
tension carry the date on which response to an action
is due beyond six months from the date of the action.

Xt should be very carefully noted that peither
the Primary Examiner nor the Commissioner
has authority to extend the shortensd statutory
period. unless request for the extenzion is filed
on: or before the day on which eaxphca_mt’s ac-
tion is.due. While the shortened peried may
be extended within the limits of the statutory
six months’ period, no extension can gperate. to
extend the time beyond the six months. - -
- Compare; however, Rale 135(c) and 714.03.

. Any request under Rule 136(b) for extension
of time must state & reason in support thereof;
under the present Po]icy the application of the
Rule will entail only a limited evaluation of the
stated reason.

.- This liberality will not apply to . .« ..+~
(1) any requests for more than one-month
777 extension, and |

(2) second dnd subsequent requests for ex-

‘ tension of time. o :
All first requests for extension of time regard-
less of the number of months involved will be
decided by the Primary Examiner. All re-
quests subsequent to the first request for exten-
sion of time to respond to an office action will
be forwarded to the Group Director for action.
I£ a request for extension of time is filed in
duplicate and accompanied by a stamped re-
turn-addressed envelope, the Office will indicate
the action taken on the duplicate and return it
promgtly in the envelope. TUtilization of this
P ure is optional on the part of applicant.
In implementing this procedure, the action
taken on the request should be noted on the
original and on the copy which is to be returned.
The notation on the original, which becomes 2
part of the file record, should be signed by the
person granting or denying the extension, and
the name and title of that person should also
appear in the notation on the copy which is
returned to the person requesting the extension.
When the request is granted, no further ac-

Rev, 18, Oct. 1948

_ ing of the dup}

- statutory peri

o e b s
hand delivery of a'duplicate copy éuest
‘which has been filed. %’ nzidmiggn is
applicant at the sarliest practicable tiiney if an
atto copyas weil as the duplicate ¢opy is

s snficient to, mmi indi¢ate on
that the sxtension will be granted

. If the request for extension is not presented
in duplicate, the applicant should be advised
promptly and in writing regarding action taken
on the request so that the file record will be com-
plete.  (See Appendix IIX, form pars. 28.) -
... The filing of « timely response to a final re-
jection having a shortened statutory period for
response will operate (o ‘extend the shortened
an additional month, but in no

date of the

case to exceed six mionths from the.
findl action. (SeeTiats)

71004 Two Periods Running
_There sometimes arises a situation where two
different periods for response are running
against an application, the one limited by the
regular statutory period, the other by the lim-
ited period set in a subsequent Office action.
The running of the first period is not sus-
pended nor affected by an ex parfe limited
time action or even by an appeal therefrom.
For an exception, involving suggésted claims,
see 1101.01(n}). ‘

710.04(a) Copying Patent Claims

Where, in an application in which there is an
unanswered rejection of record, claims are
copied from a patent and all of these claims
are rejected there results a situation where two
different periods for response are running
against the application. One period, the first,
is the regular statutory period of the unan-
swered rejection of record, the other period is
the limited period set for response to the re-
jection (either first or final), established under
Rule 206. The date of the last unanswered
Office action on the claims other than the
copied patent claims is the controlling date of
the statutory })eriod. (Ex parte Milton, 164
Ms. D. 1, 63 USPQ 132 and Ex parte Nelson,
184 Ms. D. 361, 26 JP.0.8. 564.)
1101.02(f).

See also

90.2




alsoa.huhday Ex Wlw& ILF.E,E%@
mahdlﬂayfmﬁsmwﬁm, By
tion or fee due on the preceding day:
nxout be filed on that day even the

Ey.
ofPubhchwW thePaeentOﬁeem
closed. -
Whmmam&mtwﬁledsdayartwo
luterthan the expiration of the period fized by

care should "be take :

whether the last day of that period was Sstur-
day, Sunday or a holiday mthe])lsmctof
Columbia, and if so, whether the amendment
was filed or the fes paid on the pext succeed-
ing day which xsmeaSamrday, Sund&yora
bohda.y.~ SRS

An amendment received on mh sumedmg
dey which was dus on Saturday, Sundey or 2
hoildny is endorsed on the file ‘wrapper with
the date of receipt. The Satarday, Sunday
and/or hohda,y is also mdwamd.

710. 06 Mlsceﬂaneous Factors Deterw
minmg Date

Where the citation of a, references is incorrect
and this error is cailed to the attention of the
Office before the expiration of the period for

y & new period for response starts from
the date of the Office letter giving the correct
citation. The previous period is restarted re-
gardless of the time remsining. Seo 707.05(g)
for the manner of correcting the record where
there has been an erroneous citation.

91

time Hamit, m xtanapm@mmtammmm
mem@mmmmmmm

By otanamﬁ!eamm w’m"itwm
abmdmmmmutmelmmch uommm
adﬂmmmmﬁm”mm [Tk
admioaoammdmmtnmmmmmmm
offleial a&mwﬂ@ﬂhﬁmﬁtmmmw
prmﬁmmmmmmmam
the application from sbandonment - -
(cymmwmmmtmummm
tmptmadmmﬁmawmmmmuwb
smuuanyawumlebermmwtmmmmm

but consideration of some methmr or cumpiiancs
rome requirement has been fnadverteatly omitied, op-
mmwmmmmmwmamwm

(d) WXMMW&&MW
mpymay%amaﬁaéhmatmwgmwm
properly signed paper. (Seerule?.)

Rule 138, Hayprees abondonmend. Anamnmﬂmmay
be ezpresaly abindénsd by Sling in the Patent Office 2
written declaration of abandonment, signed by the ap-
pucanthmneutndﬂnwmimotmrd, i any, and
identitying the application. Hxeept as. provided in
Buls 282 sn application mey elso be w sban
domed by Sling e written declaration of shandoanent
signed by the sitoreey or agent of record.

Abandonment may be either of the mvazmon
or of an applicstion. This discussion is con-
cerneadl ng sbandonment of the applicstion
for patent.

An shandoned application, in sccordance
with Rules 135 and 138, is ons which is re-

Bavw. 16, by 1063




See 712 fog)abandonment for ﬁnim-e to pa.y
msuefeo.

711 01 Express or Fors
© o mment [R—l&}

mknowhdge rwupt tlmaof, mdmm whether
it does or does not com: x?ly the. require-
nmbofRn!slasand mdoesmply,st-ate
thntthaapphuuo s abandoned and that it
mbungmtmﬂm.&bwdomdhlesUmt.
In view of the doctrine get forth in Ex parte
Lasscell, 188401%62&06.861,311?&&1;
ment canceling all o claims, even thoug
Riaelt and he, schemen, 18 not 45 sepress
asgignee, is an exprees
amendment is

sbandonment. . Such an.
unon-mqmnsxmmdshmldnotbe

entered, snd applicant should be notified as
explained in 714.08, 714.05. But 80 608.02(1)
for sitnation where applwatxm is abandoned
along thhtnnsfetof wm@toanewa.pph-
eatlon.

" Awrm Norios or ALLowAKos
Letters of abandonment of allowed applica-
tions a.re ackuowledged by the Yssme and

Rule 818 %e rovides that an allowed applica-
tion will not be withdrawn from issue except by
approva.l of the Commissioner, and thst sfter

Bev. 16, Ape. 1968

gp & no pmblmnl

er is theve ordinsrily my pamcula dlﬁ

culty when an amendment reaches the Office
(not the Grou 03.) sfter the expiration of the
statutory pe The cass is abandoned and
the mmed is to petition to revive it. The Ex-
arniner shonld notify the applicant or attorney
at once that the applwatxom has been aban-
doned.  The late amendment is endorsed on the
file wrapper but not formn.lly entered. (See

"o £ aban

o on jions o donment, it is
M %ﬁa Examiner know i:het’dwes
that mark the beginning and end of the stata-
tory period under varying situations. Appli-
cant’s response must reach the Offico within the
eet siatutory period for reply dating from the
meiling of the Office letter. (See'?’lOto’llOOﬁ.)

711.02(&) Imumeiem“ of Respome

 Abandonment may. mxlt in & situation
where applicant’s reply is within the statutory
period but is not responsive to the Office
setion. But see 710.02(c), par. (¢). See also
714.02 to T14.04,




olmmsﬁmma twhm xmt
wmwm@mmw
tute a to the last Office sction and will
not seve %mmm&m@uﬂwﬂm
Momwmmhedwlelym‘"" patent for
the m]eetmnofalithsclaimm in that
action.

9. A case msy become abandoned tbmugh
mthdmw:lof,orfaﬁmto prosecute, an &
gﬁotz‘theanioprpeds Seelﬁwﬂl
e o T c%%ﬁ"”"

0 Z:3
civil action, where t}m:pm not filed mar to
suchMan amendment pw fﬂtho
in condition rwsuaorfnﬂyxeapcnmve
;ré?id’mmm by OC‘PA Rulaﬁ’% 1215 05

85
and%lﬁ lasine. snggwte& for interfe:

4. ¢ 1% or in -

ance near the end of the ststutory period run-
the case, sse 1101 Ol(n)

are transferred tmder
Ru]e 88. See 60885 1.

711.02((:) Termination of Proceed-

ings [R-16]
“Termination of ” is an expres-
gion found in 35 U 0120 As there stated,

s second application is considered to be co-
pending with an earlier case if it is filed before
(a) the patenting, (b) the sbandonment of, or
{c) other termination of proceedings in the
earlier case. “Befors” has consistently been
mte?reted, in this context, to mean “not later

In each of the fvllmnng szmtzons, proceed-
ings are terminated :

1. Whenthemmefeexsmt and the a
plication is abandoned for fallure to pay tEe
issue fee, proceedings are terminated as of the
date the issue fee was due and the application is
the same as if it were sbandoned on that date
(but if the issue fee is Inter accepted, on petition,
the spplication is in a sense revived). See 712.

2. If an application is in interference involy-
ing all the claims present in the application as
counts and the application loses the interfer-
ance 8 to all the claims, then procesdings on
that application are terminated as of the date

When advised of ‘the abmdmnmt of hzs
spplicstion, applicant mey either ask for recon-

sideration of such h v if he disagrees with
monthsbasxsthattbsmmno&bandwmtm
fact or petxtlon for mvsl un«ier Rﬂl@ 287

TILO3() ‘Holding Based on hsuﬁ«

o exeney@fﬁew@m

Apphcant m&y dm th&t hag m@lpm wes
moomp lete,
Wlnle the Examiner l:ms no suthority o &et
an apphcatmon m winc.h no actlon by
cant weg taken during the statuter
‘mgy veverss his holding
not an amendment received during sach period
ive and act on & case of such char-

acter which he hag previously held asbandoned.
This is not a revival of an sbandoned appli-
estion but merely & holding that the cHEe Was
never abandoned. See also 71408,

711.03(b) Holding Based on Failure
: To Respond Within Peried

When an asmendment reaches the Patent
Office (not the Examining Group) after the
expiration of the statulory period and there is
e dispute es to the dates mvolved no question
of reconsideration of a holdmg Qf abm onment
can be presented.

However, the Ezaminer and the apphcant
may disagree as to the date on which the stetu-
tory period commenced to run or ends. In this
situntion, as in the situation involving suffi-
ciency of response, the applicant may take issue
with the Examiner and point out to him that
his holding was erroneous.

711.03(c) Petitions Relating to Aban-
donment B

Rule 187, Revival of abandoned coploation. An sp-

plication abandoned for fallare (o prosecois may be

revived as a pending application if it iz ghown ¢o the
satitsfaction of the Commissioner thet the delay wxse

Bev. 16, Apr. 1068



A.band ot ms msult no « '
ﬁ ym ales ﬁmy@nm faildre
mﬂﬁx the siatutory. period follow-
oﬁoo sction.

ﬂmkhdming 5 cﬁ ab?%dmmtm 3 pmdx-

' guch: &gmas under Bmlep;gl
and does not a

Where the :;q;ﬁ:nt acqmems in the hold-
ing: . oﬁ;ammu@ztwhvm the. ;
recourse, 8o as'cmmms 3 pamcular case
involved, is by. ps to pevive. . ..

See 712 for B petxtzon for late paymemfnf_.tha

mefee.

711.&3(&) Emmars Smtmz on
Pesition Reiating m A}mm-
donment

Whenanap hicatios xsmoewedb thaEx-
aminer accompanied by both the. petxtmn to
revive and the accom wsimymg form (POL-~
269), the Examiner complete the. report
form which will then be’ forwardad to the
Commissioner.  No communication will be sent
to the applicant by the Examiner and no credit
wﬂlbegwenfora.nwtxon. '

Orr Pm'mmn To Ser Asior Exnnm’s
chmu

Rule 181 states thet the Enmmer “may be
directed by ‘the C missioner to furnish 2

written statement within a ified time set-
ting forth the reasons for his decision upon the
matters averred in the petmon, supplying a
copy thereof to the petitioner” , how-
ever, the guestion is pagsed u n without
statement being requested, if the issue raised

is clear from the record. Un]%s ianested,
guogg gistatement should not be prepa

711.04 Disposition of Abandoned Ap-
plications

Hptroct from Bule 14 Abandoned applications may
be deglroyed after twenty years from thelir Sling date,

Rev. 18, Ape. 1868

i Bt far < an@ —‘. W ",
irdmce;% the chnrt in Sactmn mﬁ(lk °f
m‘l %tmx it : 5 e .

3 st to verify that thev an
a&%&ﬁ bamiam& A check should be ma

contammg & decigion of the Board af
Ap, & r the presence. of allowed claims to
avol :

bemg LI ¢ to ﬂm Aban-
doned ﬁeeUm . nﬂym

711 M(b}

Aban&cmed ﬁ!@ may be ordered by
aminers. by. s (through the' anger
Service) a complefed Form PO-195 to the
Abandoned Files Unit, The name and art unit
of the individual Examiner ordering the file
should appear on the form and the file will be
sent to him through the Messenger Service.

Abandoned files more than ten years old
which have mot been marked for permanent
retention are stored in a nearby Federal Rec-
ords Center. Orders for files in this group
require at least two days for processing: The
file should be returned promptly whm it is no
Ionger needed.

Exmrrm ServicE

Examiners may ite service by ordering
abandoned files by telephone,

?

?11.05 Letier of Abandonment Re-
ceived After Application Is
Allowed [R-16]

Reeelptotsmmofabmdonmentwhﬂean
application is allowed, is wknowledged by the
Issue and Gagette Branch.

An express abandonment a.rnvmg after the
issup foe has been paid and the patent to issue
has rveceived its date and number will not be
ammdmﬂwntaahawmgofmofthem-
sons indicated in the second paragraph of Rule
318, or else a showing under Ruls 183 justifying

suspension of Rule 318.




... Abstracts were. prepared
the Notice of January 25, 1849,
Each abstract. inclades & summary of the
closure of the shendoned application,andin a

glica@ibns having drawings, a figure of the
rawing. The publication of was

discontmuedinlﬂﬂi&g-; R L A BTN SR

- Abbreviatures were prepared in accordance
with the procedure indicated in the Notice of
October 13, 1964, 808 0.G. 1.  Each abbrevia-
ture' contains mﬁc portion of the disclos-
ure of the abandoned application, preferably
a detailed representative claim, and, 1n applica-
tions having drawings, a ﬁiure of the drawing.
The publication of such abbrevistures was dis-

continued in 1965.  Requests must hive been

received prior to September 24, 1965 for con-
sideration for publicgtion. © - o
. Derexstve Pupucamions -

‘Rule 129. Watver of patent rights. An applicant may
walve his vighis 1o an enforceable patent besed on &
pending patent-application by filing in tBe Patent Ofice
a written waiver of patent rights, 2 consent to the pub-
lication of an abtetract, an authorization to open the
complete application to inspection by the general pub-
lic, and a declaration of abandonment signed by the
applicant and the assignze of record or by the attorney
‘or ageat of record.

A. Defensive Publication Program

An applicant may request to have an abstract
of the technical disclosure of his application
published as a defensive publication abstract
under Rule 139. The request must be filed while
the application awaits Office action and no later
than 8 months from the earliest effective U.S.
filing date of the application. However, until
November 1, 1968, any pending applieation
awsaiting the first Office action may be mcluded
in the program without regard to its filing date.
The application is laid open for public inspec-
tion and the applicant provisionally abandons
the application, retaining his rights to an inter-
ference for a limited period of five years from
the earliest effective [J.S. filing date.

The defensive publication of an application
precludes a continuing application (divisional,
continuation-in-part, or continuation; filed un-
der 35 U.S.C. 120 from being entitled to the
benefit of the filing date of the defensively pub-
lished application unless the continuing appli-
cation is filed within thirty (30) months after
the earliest effective U.S. filing date. Where a

claim or statement intended ¢
of the earlier filing date, obje i
clusion on the ground of estoppel.. ...

. The denisl or approval of s reguest for defen-

give yﬁbﬁmtion is made. by .the ‘Supervisory
therein s request for

rimary Exeminer, . .
_An. spplication having
defensive publication is taken up special by the
Examiner, and if acceptable, the application is
processed promptly for publication of the
abstract and opening of the application to the

public. A request for defensive publication can-
not be withdrawn afte: it has been accepted by
~.No fee is required for the defensive publica-
tion of an gpphcation. .. . ... ...
The Defensive: Publication. Abstract and a

selected figure of the drawing, if sny, ere pub-

lished in the 0.G. Defensive Pablication Search

the defensive publication
abstract and saitable drawings, if any, are pro-
vided for the application file, the Public Search
Room and the Examiner’s search files. -

The defensive publication application files
are maintained in the Record. Room after
publication. e ,

B. Requirements for a Statement Requesting
Defensive Publication

An application may be considered for defen-
sive ' publication provided applicant files a
request under Rule 139 agreeing to the condi-
tions for defensive publication. The statement
requesting publication should: (1) be signed by
the assignee of record, or by the attorney or

nt of record, or by the applicant and the as-
signee of record, if any; (2) request the Com-
missicner to publish an abstract of the disclosare
in the 0.G.; (32} authorize the Commissioner to
lay open to public inspection the complete ap-
lication upon publication of the absiract in the
{)).G.; (4) expressly abandon the application to
take effect 5 vears from the earliest U.S, effec-
tive filing date of said application unless inter-
ference proceedings have been initiated within
that period; and (5) waive all rights to an en-
forceable patent based on said application as
well as on any continuing application filed more
than 30 months after the earliest effective 17.8.
filing date of said application.

Copies, contniniy

(. Requirements for Defensive Publication

The Examiner should scan the disclosure of
the application to the extent necessary to deter-

Bev. 17, July 1068




fruct Showld b entitlod °T
Abstract” and may contain up to 20 e
ke an expanded version of the abstract required

&

under Rule72(b).

[nform]
M%pphca ion a
Pet

bedd: onithe Neificeid
wound defects of the
on the Notice of Informsl

. Patent Apj hcatmn.,A letter notifying an ap-
plicant o'f?t%e informslities in & m‘ques% {for di:

fensive pbliction shonld end with th follov-
‘for defonsive ; ﬁblicationi has

The request for defensive publication is disap-  no i view of the noted infor-
proved by the Examiner if ?l) there is some in-  malitiess APPLICANT IS GIVEN ONE (1)
MORTHWITHIN WHICH TO!

formality in the nfp;l)llicntinn or drawings, (2)
the requirements of the statement requestm'ﬁ de-
fensive publication as described in B rbove have
not been met, or (8) the subject matter of the
application is not considered suitable for publi-
cation because: (n) it involves national security;
{b) it is considered advertising, frivolous, scan-
dalous, Incking utility, or against public policy,
‘etc.,"or‘(‘c)‘ the disclosure is clearly anticipated
by readily available art, and publication would
not add anything to the fund of public knowl-
edge (matters of patentability are generally
not considered and no search i1s made).”
If there are defects in the request for de-
fensive publication which cannot be corrected
by - Examiners - Amendment, the Examiner
hould notify applicant in writing, 'usially
giving the reasons for disapproval and indi-
cating how corvections may be made. Appli-
cant 1s given a period of one (1) month within

which to make the necessary corrections. Fail-

ure to correct a defect as required results in non-
acceptance for defensive publication, and in
resumption of the prosecution of the applica-
tion by the Office in its regular turn.

In those instances, however, where the sub-
ject matter is not suitable for publication, the
request may be disapproved by the Examiner
without explanation. Under these -circum-
stances, the Examiner’s letter is first submitted
to the Group Director for approval.

Petition may be taken to the Commissioner
from the disapproval of a reguest for defen-
sive publication. :

Where the request is apparently fatally de-
fective and involves subject matter not con-
sidered suitable for publication, for example,
advertising, frivelous, lacking utility, etc., or is
clearly anticipated by readily available art,
the Examiner should generally examine the
application and prepare a complete Office ac-
tion when notifying applicant.

D. Formal Requirements of a Defensive
Publication Application

Correction is requived by the Examiner of
informalities listed by the Application Branch
and by the Draftsman before approval of the
reqquest. for defensive publication. Informali-

Rev, 17, July 1968

CORRECTIONS NECESSARY FOR PUB-
LICATION.

Failure to respond within the set period will
result in resumpiion of the prosecution of the
application :in; the .normal  manner.” :

Where the heading “Defensive Publication

Abstract” has been omitted, it is inserted by

Exzaminer’s Amendment, as are other correc-
tions to the abstract. The Examiner has the au-
thority to add tothe abstract reference numerals
of the figure selected for .the Q.G., and to
dasiﬂate a. figure of the drawing for printing
in the 0.G.; or to .change the selection made
by applicant by Examiner’s Amendment.

Informalities noted by the Draftsman on the
Natice of Informal Patent Drawings should be
corrected where a;zll)m%:l'iate and should be
handled as follows: The Examiner notes in pen-
¢il in the left margin of the drawing the num-
ber of the figure selected for defensive publica-
tion in the O.G. and returns the drawing with
the file to the Draftsman for further considera-
tion in view of the request under Rule 139,
Although the selected figure itself must meet all
the drawing standards, the Draftsman may
waive requirements as to the remaining figures
which need be formal only to the extent of
being sufficiently clear for reproduction, The
Draftsman will note on the drawing and all
copies of the Notice of Informal Patent Draw-
ings “Approved for Defensive Publication
Only”, (If the application is later passed to
issue, all drawing informalities must be cor-
recied). If the drawing correction requires
authority from the applicant, the KExaminer
notifies him in writing that the request under
Rule 129 is disapproved until anthorization for
correction is received.

E. Preparation of an Application for Defensive
Publication

After determining that the application is
acceptable for defensive publication the Exam-
iner indicates which papers, if any, are to be
entered. Amendments accompanying the request
are not entered until approved by the Examiner.
If filed after veceipt of the request, amend-
ments will be placed in the file, but will not be




on ot
Issue and Gazette Branch complete the date of
bublishing and O.G. citation of the Defensive
gublica‘tion Retention Label. ' :
"In the spaces titled “Prep. for Issue” and
“Examined and Passed for Issue” the word
“Yssue” is changed to—Def. Publ.—by the Ex-
aminer before signing. (The clerk’s signature
is not necessary). - x L
The “blue issue” slip is used on defensive
publication applications and is.completed in the

usual manner except that in the space desig-

nated for the Patent Number the Examiner
writes “Defensive Publication”. Cross refer-
ences are designated only in thoss subclusses
where the Examiner believes the subject matter
will be of significant interest to warrant it.

With respect to the drawings the procedure
is the same as for allowance and the Examiner
fills in the appropriate spaces on the left mar-
gin, in the Draftsman’s “Approved” stamp
area.

F. Citation vof Prior Art in a Defensive
Publication Application

Since the defensive. publication procedure
makes the disclosure of an application avail-
able to the public, usually before it or any con-
tinuing application is patented, citation of
rior art. under Rule 291 by any person or party
1s accepted for consideration in the event ex-
amination is subsequently conducted. Such ci-
tation is endorsed on the file jacket “Contents™
bgv the Record Room, for the convenience of
the Examiner when preparing the applica-
tion or a continuing application of such an
application for allowance.

(3. Defensive Publication Application
Interferences

During the five year period from its earliest
U'.S. effective filing date, interferences may
he declared between defensive publication ap-
plications and other applications and/or pat-
ents in accordance with existing interference
rules and procedures.

When making the interference search, the
Examiner inspecis the prints or brief cards
of those defensive publication applications

06.1

Abandonment of a defensive publics
plication will be stayed during the period be-
gmni’ng with the suggestion of clasims or the

ling of claims copied from s patent and end-
ing with the termination of the interference

roceedings or the meiling of a decision re-
fusing the interference. ~ ;

Termination of the interfersace in favor of
the defensive publication application would
render the express abandonment ineffective but
would not result in the issuance of an enforce-
able patent. The Examiner cancels by Exam-
iner’s Amendment all the claims in the case
except those awarded to applicant and sends the
case to issue. The Notice o:\? Allowance in these
cases will be accompanied by a statement in-
forming the applicant 'that when' the issue
fee is remitted, a disclaimer of the.entire term
of the patent to be granted, must be included
i accordance with 35 U.8.C. 253. '

711.06(a) Citation and Use of Ab-
stracts, Abbreviatures and
Defensive Publications as
References [R-17]

It is important that abstracts, abbreviatures
and defensive publications (0.G. Defensive
Publication and Defensive Publication Search
Copy) be referred to as publications and not
as patents or azglications. These dprinted pub-
lications are cited as prior art under 35 U.S.C.
1()23&) or 102(b) effective from the date of
publication in the Official Gazette,

An application or portion thereof from which
an abstract, abbreviature or defensive publica-
tion has been prepared, in the sense that the
application is evidence of prior knowledge, may
be used as a reference under 35 U.S.C. 102(a),
effective from the actnal date of filing in the
United States.

These publications may be used alone or in
combination with other prior art in rejecting
claims under 35 U.S.C. 102 and 103.

Abstracts, Abbreviatures and Defensive Pub-
lications are listed with Other References in the
citation thereof as follows:

( a’) Abstracts and Abbreviatures

Brown, (abstract or abbreviature) of Serial
oo o o filed . _____ .. s published
31 R O0G. . s ON e
(list elassifieation).

Bev. 17, July 1968




“(list chsaxﬁcatwn)

d) Applications or designated pe rtions thereof
@ ablg:)racts, abbrevmmres and defenmve pub-

e e e i e Nttt o

lications = :
Jones, Application Serial No. _ocoovumoo
filed o camaae , laid open to public 1n~
spection Of —e-eoceo oo as noted at
SRR § X ¢ A — (portwn of apph~

cation. rehed on) (list clasaﬁcatmn)

7 12 Ablndnnment for Fanlure To Pay
 Insue Fee [R-17]

Rule 316. Amlioalm abandoued for failurv to pay
issue fee. (a) Itﬂxefeespeciﬂedinthenoﬁceofal-
lowance is not pald within three months from the date
of the notice the application will be regarded as aban-
doned. Such an abnndoned application will not be
considered as pending before the Patent Office.

(b) It the issue fee or portion thereof specified in the
notice of allowance is not timely paid but is submitted,
with the fee for delayed payment, within three months
of its due date with a verified showing of sufficient
cguse for the Jate payment, it may be accepied by the
Commissioner as though no abandonment bad ever
occurred,

Rule 317. Deleyed paymeni of balance of the issue
fee; lapsed patents. Any remaining balance of the
issue fee is to be paid within three months from the
date of notice thereof and, if not paid, the patent Iapses
at the termination of the three-month period. If this
balance is not timely paid but is submitted, with the
fee for delayed payment, within three months of its
due date with a verified showing of sufficient eause for
the late payment, it may be accepted by the Commis-
sioner as though no lapee had ever cecurred.

An application abandoned by reason of fail-
ure to pay the issue fee was formerly referred to
ag a forfeited application.

When the three months’ period within which
the issue fee might have been paid has expired,
the file is returned by the Issue and Gazette
Branch to the Examining Group. Certain cler-

Bev. 17, July 1968

xl, ot Mlt&

x 38 i a ‘senss réwve&) mrmg the
tﬁ  period followi  sach abandon-
possible to petition the Commissioner

to have the apxﬁcutmn issued as a patent. Such
petition must:be supported by & verified show-
ing of sufficient cause for the late payment, and
accompanied by the proper issue fee and the fee
for late payment. . If such a petition accom-

panied by the requlred feos is not filed within
the three month period following the abandon-
ment (six menths after the date of the notice of
allowance) and granted, such sbandoned appli-
cation ‘cannot be revived. In this respect an
sbandoned apphcatlon that has passed through
the six months’ period indicated in Rule 316
differs in status from an apphe&twu that has be-
come abandoned under the provisions of Rules
135 and 136 in that the latter may be revived
under the provisions of Rule 137.

713 Interviews
The personal appearance of an applicant,

" attorney, or agent before the Examiner pre-

senting matters for the latter’s consideration
is considered an interview.

713.01 General Policy, How Con-
ducted [R-17]

Eztract of rule 133. Inlerviews. {(a) Interviews
with examiners concerning applications and other mat-
ters pending before the Office must be had in the exam-
iners’ rooms at sach times, within office bours, as the
respective examinens may designate. Iaterviews will
not be permitted at any other time or place without the
anthority of the Commisgioner. Interviews for the
discussion of the patentability of pending applications
will not be had before the first official action thereon.
Interviews should be arranged for in advance.

Interviews are permissible on any working
day except during periods of overtime work.

An interview should normally be arranged
for in advance, as by letter, telegram or phone
call, in order to insure that the Primary Exam-
iner and/or the Examiner in charge of the ap-
plication will be present in the Office. When a
second Art Unit 15 involved (Patentability Re-
port), the availability of the second Examiner
should also be checked. (See 705.01(f).) An

96.2




ments may be made. When s telephone call is
made {0 sn Examiner and it becomes evident
thet & lengthy discussion-will ensue or that the
Examiner neods time to restudy tbe sitnation,
the call should be terminsted with an agree-

ent that the Examiner will cell back at s speci-
fied time. Such a call and all other calls origi-
the 5 (Federal Telecommunications Systfem?
even though a collect call had been siith .
It is helpful if amendments include the complete

telephone number with area code and extension,
m bly near the signature of the writer.

cted appearance of an attorney or
applicent requesting an interview without any

previous notice to: the Examiner may well jus-
tify his refusal of the.intatrview at that time,
particulsrly in an involved case. An Examin-
er’s saggeation of sllowabls subject matier may
justify his indicat.ing;the‘pm{)ility of an in-
terview £o accelerate early sgreement on allow-
able ciaims. :

An interview should be had only when the
nature of the case is such that the interview
could serve to develop and clarify specific is-
sues and lead to a mutual understanding be-
tween the Examiner and the applicant, and
thereby advance the prosecution of the applica-
tion. Thus the attorney when presenting him-
self for an interview should be fully prepared
to discuss the issues raised in the Office action.
When it is obvious that the attorney is not so
prepared, an interview should not be permitted.

The Examiner should not hesitate to state, if
such be the case, that claims presented for con-
sideration at the interview require further
search and study. Nor should the Examiner
hesitate to conclude an interview when it ap-
pears that no common ground can be reached
nor when it becomes apparent that the appli-
cation requires further amendment or an addi-
tional action by the Examiner.

It is the duty of the Primary Examiner to
see that an interview is not extended beyond a
reasonable period even when he does not per-
sonally participate in the interview.

During an interview with an applicant who
is prosecnting his own case and is not familiar
with Office procedure the Examiner may make
suggestions that will advance the prosecution

? g 2331
(e e
5 i ‘one interview after:
rejection. SeeT18.09. . - o
"Whers , s to o first complets sction
includes a request for an interview or a tele-
phone consultation to be initisted by the exam-
ner, or whera -an out-of-town attorney under
similer circumstances requests that the exam-
iner defer taking any further action on the case
until the attorney’s next visit to W 0
(provided sach visit is not beyond the date
when the Office action would normally be
givén), the examiner, as soon as he has consid-
¢red the effect of the nse, should grant
such request if it appears that the interview or
onsultation would result in expediting the case
to a final acfion. . . ‘

Where agreement is reached a5 a result of an
interview, spplicant’s representative shounid be
advised that an amendment pursuant to the
agreement should be promptly submitted. If
the amendment prepares the case for final ac-
tion, the examiner should take the case up ss
special. If not, the case should awsit its turn.

Consideration of a filed amendment may be
had by hand delivery of a duplicate copy of said
amendment. ;

Early communication of the results of the
consideration should be made to applicant; if
requested, indicate on attorney’s copy any agree-
ment; initial and date both copies.

Although entry of amendatory matter usu-
ally requires actual presence of the original
paper, examiner and clerical processing should
proceed as far as practicable based on the dupli-
cate copy. 'The extent of processing will depend
on each amendment.

Exaxrwarion ry Bxamywer Orex Traaw Tue
Oxe Wao Coxpucrer Tre InTerview

Sometimes the Examiner who conducted the
interview is transferred to another group or
resigns, and the examination is continued by
another Examiner. If there is an indication
that an interview had been held, the second
Examiner should ascertain if any agreements
were reached at the interview. Where condi-
tions permit, as in the absence of a clear error
or knowledge of other prior art, the second
Examiner should take a position consistent
with the agreements previously reached. See
812.01 for a statement of telephone practice in
restriction and election of species situations.

Hev, 11, Jan, 3967



der of the. patent law nor as a counsellor
g mdlwduals. e e ’ ‘

ey. acting for aun, ou;_:—of-tewn attorney,
should not be permitted when it is apparent. thgt
any. agreement that wounld be reached is condi-
tional upon being satlsfactory i;o the. prmclpal
attﬁmey ‘

713.04 - Sﬁbs!ance of Interview Must
BeMude of Record o

larly where agreement between attomey and
the Examiner is reached. Rule 133 (second
paragmph) specifically requires that:

(b) In every instance where reconsideratlon is re-
quested in view of an interview with an examiner, a
complete written statement of the reasons presented at
the intervlew as warranting favorable action must be
filed by the applicant. An interview does not remove
the necessity for response to Ofice actions as specified
in rules 111, ]35

This i is further brougha out by fhe foilowmg
Rule:

Rule 2. Business to be transacted in writing. All
business with the Patent Office should be transacted in
writing. The personal attendance of applicants or
their atiorneys or agents at the Patent Office is up-
secesgary. The action of the Patent Office will be based
exclusively on the written record in the Office. No at-
temtion will be pald to any alleged oral promise, stipu-
lation, or understanding in relation to which there is
dizagreement or doubt.

To insure that any mutuslly acceptable con-
clusions reached at an interview are understood
by both parties, a memorandum summarizing

Rev, 11, Jan. 1967

no. agmemmt ~ k
plam /%, mf;gm& mammndnm m»ﬂm ﬁle to

- Some Exammers prepare, ior thmr own in-
formatlm, ‘informal notes setting forth what
occurred st the interview. - These informal
notes do not become :sn official part of the
record.: A’ convenient arrangement is o meks
the’ riotes on 4 by ﬁcudswbmhmybem-
tained  with the rapper by means of the
slits in the fap. Allmtes shouldbemmomd
fM?'&&ﬁhuﬂmttmeofallowame.

/The memorsnde discassed ahove azs Tot an
officiul P 2t ‘of the record, dnd should bs ro-
moved the file if and when the case: is

passed to issue.

Emmm TO Cm:cx ron Accmcr ,

Appheant’s summa of what took lace at
the Interview should be carefully checked to
determine the accurscy of any statement at-
tributed to the examiner during the interview.
(a) If there is an inaccuracy &nd it bears di-
rectly on the question of patentability, it should
be pointed out in the next Office letter. If
the claims are allowable for other reasons of
record, the Examiner should withhold allow-
ance by means of an Ex egarte Quayle action
until the record is clarifi {(b) If the insc-
curacy ‘does not bear directly on the question
of patentabﬂxty, the case may be sent to issue,
if allowable for reasons of record, but the Ex-
aminer should send a letter setting forth his
version of the statement attributed to him.

An inaccuracy with respect to an argument
presented at the interview; e.g., including in
the summary of the interview an argument not
then presented, should be treated as in (a) or
(b) above.

713.05 Interviews Prohibited or
Granted, Special Situations
Saturday interviews, see 713.01.
Except, m unusual situations, no mtervmw is

permitted after the brief on appeal is filed or
after a case has been passed to issue.




98.1

g an &pphmtmn .
d &ttomey iz the

 fregaently reqaested ‘

; ntisls are of such m;f‘;ma‘ ‘
characier that there is serious guestion as te
whether such parsons are entitled to any infor-
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tives of - g:‘m' m . OVeL

their power of attoensy be not ﬁ mﬁmﬂ "
particalar application. When prompt sction
1s important en interview with the local repre-

sentative may be the daly way to ssve the ap-
plication from sbandonment. (See 408.)
If the -seeking the interview 12 un-

gion a ofﬂmspph mnonﬁle,the fizarmi-
ner’ mey  acospt his siatement that be s ihs
peraon od 2s' the attorney of weordorm

ﬁoyee of such aetmg
Interviews normally shonld not be granted
unless the requesting party has authority to
biud the principal concerned. L
The availsbility of pnal interviews in the
“Conferance Period”, which is the time between
the filing of applicant’s thorough frst response
and a coneluding sction by the examiner, for at-

.

torneys resident or uently in Washin ﬁvton
is obgious. For &he?seq more {emote, telephone
interviews may prove valuable.  However, pres-
ent Office policy places great emphasis on tele-

hone interviews initiated by the Examiner.
§or this reason, it is no longer deemed neces-
sary for an 'attm'n;f to request a telephone
interview as specified in the old Optimum Ex-
amining Procedure memos. See 408

The Examiner, by making a telephone call,
may be able to suggest minor, probably quickly
accepteble changes which wounld resgit in
allowance, If thers sre mejor questions or
suggestions, the call might state them concisely,
and suggest a further telephone or personal
interview, at o prearranged later time, giving
applicant more time for consideration before
discussing the points raised. _

For an interview with an examiner who does

not have negotiation authority, ts
should slwaye include an examiner % does
have such authority, and who bas familiarized
himeelf with the case, so that authoritative
agreement may be reached at the time of the
interview.

Gaovem Inrerviews
For attorneys remote from Washington who
prefer personal intexviews, the grouped inter-

questions er parde with
parties. For this reason,
of the Examiner shonld not be typed on Deci-
sions on Motions or sny other imterference
papers. #1108 0 S
arrange :his ‘desk so thet files, drawingy an
other papers, oxoept those nectssary in the in-
terview, are placed out of view.  Ses 10L.
713.08 - Demonstration, Exhibits,

The invention in question may be exhibited
or demonstrated during the interview by 8
model thereof which may be sent to the Office
prior to the interview where it is received in
the model room and forwarded to the group.
A model is not to be received by the Examiner
directly from the gg licant or his atiorney.
See 608.03 and 608. &).

Oftentimes a model or exhibit is not given
into the custody of the Office but is brought
directly into the group by the attorney solely
for inspection or demonsization durmg the
course of the inferview. This is permissible.
Demonstrations of spparatus or exhibits too
jarge to be brought mto the Office may bs
viewed by the Examiner outside of the Offics,
(in Washi ) with the approval of the Pri-
mary Exsminer. It is od thet the wit-
nessing of the demonstration or the reviewing
of the exhibit is actually essential in the de-
velol?ing and clarifying of the issues involved
in the application.

713.09 Fioally Rejected Application

Normally, one interview after finsl rejection
is i However, the intended purpose
and content of the interview must be presented
briefly, either orally or in writing. With the
approvsl of the Primary Examiner, sn inter-
view may be granted if the Examiner is con-
vinced disposal or darification for appeal

Vewre. 15, Jan., 1868
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Amdmem Under Rule 312

Afmracasetssmtﬁome,xtmmmmny
A0nger un -of the Pp-
iner, Rule 812. An mtamew ‘with

that would 'invoive a detailed

omm&rm of claims sought to be entered

sndg!nps entailing a discussion of the Enor

Mx!% whether or not the
are allowsble should not be given. Obviounsly

sn spplicant is not entitled to & greater degree
of consideration in an améndment presented
nally then is given an applicant in the
loration of an amendmiénit when formally
: wpartaouhrly gines. consideration of

aquests fnsr interviews on. osses: K
passed to issus should be granted on]y mt
specifie. spproval of the Group: '

a showing in writing of extmordmry cu'cum
stances.

714 Amendments, Ap‘plimt’s Action
Rule 115. Amendment by appm The applicant

may amend before or afier the first examination and

action, and also after the sscond or subsequent examnm-

instion or recensideration as specified in rule 112 or

when and as specifically reguired by the examiner.
See also 714.12.

714.01 Signstures to Amendments

To facilitate eny telephone call that mey be-
come necessary, it is recommended that the com-
plete telephone number with area code and ex-

preferably near the signature.
Nofae 605 fo 05(3) for s discussion of sig-
natures to the application,

714.01(a) Undgned or Improperly

Signed Amendment [R-
16]

An unsigned sxmendment or one not properly
signed by e person baving authority to prose-
cute the case is not entered. This applies, for
instance, where the amendment is signed by
one only of two applicants end the one signing
has not been given & power of attorney by the
other spplicant.

When an unsigned or improperly signed
amendment is recsived the amendment will be

How. 16, Agr. 1008

enit filod under Bule 81% oannot be;

P mpom (Ruie 1358’(&) il
W@m&s prosglems deneny beémpoaed
‘agrien t ma;
ymgl: ‘tha lotal repre -w;:-iﬂ :of the
sttorney of recwd, sme@ bo mey have the au-
rity’ w sign said a’?&umsy’b ‘name: mﬁﬂm
fid 3 )~“'.’ “‘ 45 “'.~ vw
af out—of—tcwn attomeys aTe kept mmhbla in
B n atmendtment Agned by & parson whose
‘amendmen s nw
Rame iz known to hove been: removed from the
gisters of attorneys and sgente under the pro-
mansofRuﬁa 347 or Bule 348 is not entered.
The file and uneatered amendmeont ape: sub-
mitted wthe()ﬂ’iwoithesg}mhzfor &ppw
Ppriate actmn.

714.01(b) Unsmed or.félmpm riy
Signed . Amendmem, an

pmal of [H—lﬁ]
See 714.01(&) y
714.01(c) ngned by Ammney Mot of
- Record [R-16] '

Where an amendment is filed, signed by an
attorney whose power is not of record, he
shourld be notified that the amendroent cannot
be entered and similar notification sent to the
attomy of record, if there be one, or to ap-

If the amendment is signed by an attorney
not of record and arrives after the death of the
attorney of record, see 406.

714.01(d) Amendment Signed by Ap-
plicant But Not by Attor
ney of Racord [R-16]
If an amendment phcant
is received in an apphcatmn in whm%
is & duly appointed attorney, the mendment
should be entered and n% Attention
should be called to Rule 35. e customary
two copies of the action should be prepared, one
only being sent to the attorney and the other

direct to A plicant. The notatmn “Cc?y
spplicant” should appear on the o and

copies.
714.01(e) Power of Atorney o a
Fizm

See 402.08, 402.0, 402.04(s).
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71402/ Must. Be . Fully.

,{Rnlﬁ]ﬁ

mmmw‘ ¢ ;
mst-&mhmmmmu»
pexsist. in . his spplication - for & pataiit, must reply
tmmoandmymmmimuonorw
eration, with or without amsodment..
(b)Y mommmmummm«m-
consideration, the applicant mmad m!m request theswe-
mmmmmmmmwmﬂy
po!ntontthenppouedermrs!nﬂmemminer’smﬁm
thlm!antmustmondtemmnndotabjec-
tion snd rejectior in the prior Office action (except
thet reguest may be made that objections or reguire-
ments as to form not necessary to further considern-
tion of the claims be held in sbeyance until allowsble
sobject matter is indicaded), and the applicent’s action
uvust appesr throughout to be a bons fids attempt to
mmthouutoﬂnalm A general gllegation
thattbeewmauﬁminvuﬁon wimoutmﬂmny
pdnﬁncouthowtheunpu‘eoﬂ!neaﬂmspctenmmy
Wmmmmm:;um

fed Imamdmtwuppllmﬁmhmtoam-
mtbeupp!lmntmthmimthmm
bls povelty which he thinks the claiss pregent in view
of the state of the art disclosed by the references cited
or the oblections made. He wwet alse show how the
amendments avold such raferences or objertions. (Hes

roles 185 and 188 for time for reply.)

In all cases where response to a requirement
is indicated as necessary to further considera-
tion of the claims, or where allowable subject
matter has been indicated, a complete response
must either comply with the formal reguire-
ments or specifically traverse each one not com-

Drawing and specification corrections, pres-
entation of a new oath and the like are gener-
ally considered as formal matters. However,
the line between formel matters and those touch-
ing the merits is not sharp, and the determina-
tion of the merite of & case may require that such
corrections, new osth, ete., be insisted upon
prior to any indication of allowable sub}ecﬁ:
matter.

Rule 119. Amendment of cleims. The claims may be
amended by canceling particular claims, by presenting
new clalms, «r by rewriting perticular claims as in-
dicated in Rui+ (21, The requirements of Rule 111 must
be complied with by pointing out the specific distine-
tions believed (o render the claims patentable over the

references in presenting ammenta in support of new
clalms snd amendments,

An smendment submitted after s second or
subsequent non-final action on the merits which

102

Appli

;cla.zmmthemnmrwt

wlohe o {Bay m’m
o o ,..;4; gékwmw
qu ‘Woﬂﬁmsppﬁmtmm
‘ oﬁjmcmﬁomﬁ mwmdﬁq&m
_shauld&iso specifically p outﬁia

support

closure. S
An amendment to “rewnta”

in Rule 121 (b)

%ﬁﬁ

non-ragponsive if it usss paren-
), where breckets;, [ 1, are called
for; ses T14.82,
Reepcmmtommmmentatomsmct arse
tmeadnndﬁrms. L

may be held
thws,(

71463 Amendmems Nﬂt Fuﬂy Re-
~ sponsive, Action To Be Taken

If there is safficient time mme.tmng in the
six months® statutory period or set shwbmd
period when apphc&m’a amendment is found
to be not fully respomsive to the last Ofice
action, e letter shmﬂd at onoe be sani; spplicant
pointing owt wherein his smendment fails to
fully respond covpled with & warning that the
response must be completed within the time
period in order to avoid the question of aban-
donment. See 714.05. '

Where a bona fide response to an Examiner’s
action is filed before the expiration of a per-
missible period, but through an apparent over-
sight or inedvertence some point necessary to 8
complete response has been omitted,—guch as
an &mendmtorargumentaemmortwoof
geveral clsims involved or signature to the
amandnmntguwthe Exsmiper, 58 soon & he
notes the omission, should requive the ap
cant to complete hia response within a
time limit (ompe month) if the period bas
slready expired or not sufficient tims is left to
take action before the expiration of the period.
If this is done the apphcanon shounld not be
held sbandoned even though the greecribed
period has expired. See Rule 135 (c). imilarly,
where there is an informality as to the fee in
connection with an amendment presenting addi-
tional claims in & case filed on or after October
25, 1965, the applicant is notified by the clerk
on form POL 319. See 607 and 71410

The Exsminer must exercise discrstios in

:gpﬂy%g practics to safeguard sguinst

Bev. 16, Apr. 1968




ere be ggx ple tuné far aggb&nﬁ‘s rep]y

‘ beﬁledwithmthaﬁme
mmadetathetm:ehmit erthﬂntnnmm
the letter that the i 5 mugt be com:

within - the statutory period datmg from the
last Otﬁce action.

oL Gt e Ty
ment With No Attempt To
- Point Out - Pamnmble Revelty

" In the considerstion of elaftna Hif an amended

case where no attem tismadeto int out the
‘P;fwntsbletgeéig iy fihe claime ﬁzﬁ ot be

enhbls novelty wmf- "appl;mzit &dxems:to

exist in his cass may be held to be nonresponsive

end a time limit set to furnish s p mwre-
nse if the statutory period has expired or

st expired (714.03). However, if. .the
claims as amended are clearly open to rejection

on grounds of record, a final- re;ectmn s!wuld

generally be made.,

714.05 Exammer Should Immedmtely
Inapeet

Actions by Ap hcant, especially those filed
near the end of the statutory period, should be
immediately upon filing to determine
whether they are completely responsive to the
preceding Office action so 6s to prevent sban-
donment of the application. If found inade-
ate, and sulficient time remsins, applicant
ould be notified of 'the deficiencies and
warned to complete the within the
statntory period. See 714.08. -

All amended cases when utunﬂnExun
iner’s desk should be mmfed by him at once
to determine:

If the amendment is properly signed
(714.01).

If the amendment has been filed within the
statutory period, set shortened period er time
Emit (710).

If the amendment is fully respongive. See
714.08 and 714.04.

Bev. 16, Apr. 1048

agt] qn‘;slwﬂ be prompt! ,
not reiterate &}lpgm-m? nt; ravious sctior
that. are still applicable but, it should Spmfy
which; portions are to be digregarded, pointing
out that the period for vesponse runs from the
mailing of the supplementsl sction. The se-
-tion: should be headed « ive to smend-
ment of (date) and supplemmt&l to the actwn
mailed (date)”. -

714.06 Amendments Sent to Wrong
 Group

See 508.01

714.07 Amendments Not in Pema-
nent Ink

Eule §2(a) requires “permanent ink™ to be
used on papers which will become part of the
record and In re Benson, 1959 C.D By 744
0.G. 3563 holds that documents on so-called
“sasily erassble” puper violate the reguirement.
The fact that Rule 52(a) has not been com-
plied with may be discovered as soon as the
amendment reaches the examining group or,
later, when the case is reached for action. In
the first instance, applicant is promptly noti-
fied thet the amendment is not entered and is
required to file a permanent copy within 1
month or to order a copy to be made by the

Patent QOffice at his e Physical entry
of the amendment will be made from the per-
manent copy.

If there is no appropriste response within
the 1 month period, & copy is made by the




manence e'f the
when the csss 18! reached 'for sction;’ ‘similar
‘ste are taken, bue; aatx%onthe case is not

eroprintin comes.on satzs-
factoﬁ’! permwm e, But spe In e
A:gﬁeamm Papers Filed .I‘an. 20, 1956, 706

4.  Altho 8 good copy is wceptable,
sngx(alatum must. apphed afbar the copy 8
made. .

See . sed;lon 60801 for more dlscussmn on
acceptable coples. [R-18] :

r tbya roperly
ent does not fallow, in
licant is notified that proper
requix herwise, the tele-

gram will not be accep ted as 2 response to the
former Office . action, If he does confirm
promp{‘% the. amendment is entered. (See Ex
parte , 1913 C.D. 253; 197 O. . 534.)
The same test as to completeness of response

- applies to an amendment sent by telegraph as

to one sent by mail. See 714.02."

714.09 Amendments Before Fnrst
Office Action

An amendment filed before the ﬁrst Office
action, even one filed along with the original
application. does not enjoy the status of part of
the original disclosure. See 608.04 (b).

In the case of Rule 147 (unexecuted) appli-
cations, an amendment stating that, “’I‘hxs isa
division of appimatlon SerialNo..______._ s filed
___________ * should accompany the apphcmhon,
but no other amendments to the specification
or drawing should be requested until the appli-
:':iatlon has received its serial number and filing

ate

714.10 Claims Added in Excess of
Filing Fee

The new Fee Act, effective October 25, 1965,
provides for the presentatmn of claims added in
excess of filing fee. On payment of an addi-
tional fee (see 607), these excess claims may be
presented any time after the application is filed,
which of course, includes the time before the first
action. This provision, it should be empha-

102.1

t&ﬁ?ma?gyv"

');fi'hanwﬁmm@mam@&mm

she number. covered by.the  fee.: The fact
of, and ressons for,’ mnent;ry a.il be. included
mtlmﬁrst aetmn. R o

714 31 Amendment Filed Durmg .
SR terferenee Frweedings

Ses 111, 05,

714 12 Amendmeuu Aftev Fmal Re-
. jection or Aetion [R—-IS]

Rﬂe 1168. 4miendments aﬂer Final action. (a) After
final rejection or detion (rule 113) amendments: my
be made canceling ‘claitin ‘or compiying with any rec
quiremente of form which has been made, and smend-
ments pregénting réjected ¢laims in better form for
consideration on:appesl may be admitted ; but the ad-
mission of auy such amendment or 2 refnesl, and any
procgedinge relative: thersto, shall not operate to. re-
Heve the application from its condition as subject to
appenl of to zave it frofn abandonment under rule I3&

{b} If ameadments tosching. the merits of the appli-
cation be presented: affer final refection, or after ap-
peal has been taken, or when such amendment might
not stherwise be proper, they may be admitted upon &
showing of good and sufficient reasons why they: are
necesaary and were not earlier presanfed,

{c) No amendment can be made as 2 matter of rlght
in appesled cases. After decision on appesl, amend-
ments can only be made as provided in rule 188, or
to carry into effect a recommendation under rule 196

Onee 2 final rejection that is not premature
has been entered in a case, et;)phczmt no longer
has any right to unrestricted further prosecu-
tion. This does not mean that no further
amendment or argument will be considered.
Any amendment that will place the case either
in condition for sllowance or in better form
for appeal ma %be entered. ' Also, amendments
comp?ymg with objections or requirements as
to form are to be permxtted after final action in
accordance with Rule 118(a). Ordinariiy,
amendments filed after the final action are not
entered unless approved by the Examiner. See

706.07(e), 714.13 and 1207.

714.13 Amendments After Final Rejec-
tion or Action, Procedure

Followed [R~18]
Any amendment timely filed after s final re-

jection should be immediately considered to de-
termine whether it places the application in

Rev. 18, Oct. 1908



tions whers the amendment reaches the Examin-
ér's degk?;ﬁfwr:fthetﬁ" ‘rﬁtmmi the s}mm}ti
’ b © d i / ; ) ‘is? !“ e a

et rn‘a%saea&idn 4o/ the cleri¢al foree within
three days. In ol instances in which sach an
amendment places an application in condition
for allowasce,’ béfore; prephring - for wllow:
ance, applicant, or his representative if one is
currently of record in the application, should
be notified promptly of this fact by means of
form Jetter POL-827. . . . ., .
"’g:cﬁfﬁjl&téi‘ §a mportaiit bebiise it may act
as o safeguard ‘againét a holding of abandon-
ment.. - It may avoid an.unnecessary . sppesl.
Every effort should be mada.to mail the letter
before the statutory period expires.. .. .

.. Fowav. Beseorion—Tiue rou Responee
" The filing of a timely response toa fingl re-
jection: hmnnF & shortened statutory period for:
response ‘will extend the shortenad statatory:
period’ an’ additional ‘month, but.iri'no case to:
exceeil six months from: the date of the final
action. : The additional month may be used to
place the application in condition for allowance,
to appeal or to file a centinuing application.
Since n timely first response to-a final rejection
is construed as including a request for an exten-
sion of time, any subsequent request for an ex-
tension ‘of time is considered to be a second
request and must be submitted to the Group
Director. S ‘ o :

An object of this practice is to obviata the
necessity for appeal or filing a continuing case
merely to gain time to consider the examiner’s
position in reply to an amendment timely filed
after final rejection. .~ . . .
- Failure to file a response during the shortened
statutory. period will result in abandonment of
the application. , T

In any case where this one-month. extension
applies and an amendment is officially received
during this additional month, the amendment
will not be entered unless it prima facie places
the a;;plication in condition for allowance (e.g.,
cancels all rejected claims, fully complies with
all examiner suggestions, requirements, etc.),

Also, during this additional month no ap-
plicant- ‘or attorney-initiated interview will |
permitted. - o ‘

Extry Nor A MarTer oF Rieur
It should be kept in mind that applicant

cannot, as a matter of right, amend any finally
rejected claims, add new claims after a final

Rev. 18, Oct. 1068

!ﬁ:zm* ¢
place the case in better form for appeal, vorin
condition for allowance, ‘apphicant ‘should be
promptly informed of this'fact; whenever pos-
sible, within the statutory period! The refusal
to enter the proposed smendsient should not be
arbitrary: ' The proposed amendment “shoukl;
at least, be given sufficient consideration to
determine whether it ‘cbvicusly places any of

. the claims in condition for allowance of would

simplify the issues on appeal. Ordinarily, the
specific deficidncies of the amendment read not
be discussed. The reasons should be concigely
x?nﬁ! nims, if amended a4 proposed, would
not aveid any of the rejections set forth in the
ast_Office. action, us the amendment
, i It condition for allow:
ance or fier con for appeal,..
") the_claims, If amended as_proposed,
would avoid the rejection on indefiniteness but
would not avoid the rejection on the references.
The amendment will be entered upon the filing

(8 the claims as amended present new is-
sues requiring further consideration or search,
_(4) since the amendment presents additienal
claims without canceling any finally rejetted
claims it is not considered as placing the applica-
tion in better condition for appeal; Ex parte
Wirt, 1905 C.D. 247; 117 0.G. 599. L

Applicant should be notified, if it is a fact,
that certain portions of the amendment would
be acceptable as placing some of the claims in
better form for appeal or comply with objec-
tions or reguirements as to form, if a separate
paper were filed containing only such amend-
ments. Similarly, if the proposed amendment
to some. of the claims would render them allow-
able, applicant should be so informed. This is
helpful in assuring the filing of a brief con-
sistent with the claims as amended. A state-
ment. that the final rejection stands and that the
statutory period runs from the date of the final
rejection is also in order. '

Form letter POL-303 should be used to
acknowledge receipt of the first response only
from apphicant after final rejection where such
response is also prior to filing of a notice of
appeal. Form letter POL~309 should be used
to notify applicant of non-entry or disposition
of: (1) a second or subsequent response after

102.2




" final rejection but bafors appes! and (2) any
j ppeal i |

response with or after

have been devised to advamgplimtnfgﬁm 5
disposition of the proposed amendments to the
claing and of the effect of any argument or af-

fidavit not piccing the applicantion in condition
for allowance or which could not be made al-
lowable by « telephone call to clear up minor
matters. -

If no eppeal has been filed within the statu-
tory periodpfor response and no amendment has
been submitted to make the case allowable or
which can be entered in part (see 714.20), the
casa staids abandened.

FINAL AcCTION AND PRE-APPEAL

The prosecution of an a[)plz'cation bgfore the
examiner should ordinarily be concluded with
the final action. However, one personal inter-
view and one written response by applicent may
be entertained after such final action if circum-
atances warront. Thus, only one request by ap-
plicant for a personui interview after
should be granted, but in exceptional circum-
stances, a second personal interview may be
initiated by the examiner if in his judgment
this would materially assist in placing the ap-
plication in condition for allowance.

Any amendments submitted under Rule 116
(a) and Rule 116(b) for purposes of appeal
should be presented in the first response after
final action and will be considered; if any
amendments are submitted after the examiner’s
reply to such first response, they should be re-
fused entry as not warranted at this stage of
prosecution, even though such amendments
allegedly present rejected ciaims in better condi-
tion for appeal. (See 1207.) Similarly, no affi-
davit should be considered if presented later

102.3

-than with the first » ; ;
' ghowing is made under Rule 116(b). How-

. meas
nse after final unless s

ever, if an aflidavit is presented with or asa first
response after £nal and prior to a Notice of
A;;geal it should bs entered and considered
witnout requiring a showing under Rule 118(b).

The practice will be continued of advisin
applicant by means of the recently introdu
form letter (POL-303) as to the ‘tﬁs;)osition of
proposed amendments to the claims and as to
the effect of any argument or affidavit sub-
mitted in the firs¢ response after final action.

If a response subsequent to the first response
after final action is received before appeal and
which on its face clearly places the application
in condition for allowance, it should ge entered
and a  notice of allowability (POL-327)
promptly sent to applicant; if such subsequent
response does not on s {ace place the applica-
tion in condition for allowance, it should not
be considered further (unless, in the examiner’s
jud%'ment, there are only minor msatters which
could be readily cleared up in a telephone inter-
view leading to a notice of allowance) and
should be refused entry. A form letter (POL~
309) will be used for uoctification that such
subsequent responses do not place the applica-
tion in condition for allowance.

The first request for extension of the short-
ened statutory period for reply after final ac-
tion, under Rule 136(b), will be considered by
the Primary Examiner; petitions for further
extensions will be decided by the Group
Director.

It should be noted that, under Rule 181(f),
the filing of a Rule 181 petition will not stay
the period for reply to an Examiner’s action
which may be running against an application.
See section 1207 for appeal and post-appeal
procedure.

Rev. 18, Oct. 1068
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_ment, & new n >
Undr i docision fn Tx parts Quayle, 685

C.D.'11; 458 0.G. 213, after all claims in a
case have bean allowed the prosecution of the
case on the merits is closed even though there
may. be outstanding formal objectiond which
preclude making the action final. ,
Amendments touching the merits are treated
in 2 manner similar to amendments after final
rejection, though the prosecution may be con-
tinued as to the formal matters. See 714.12
sod 71418, 0
~Bee 607 for additional fee requirements.

71415 Amendment Mailed Before,
" "But Received in Examining
' Dlvisioan Allowa nce

Where an amendment, even though prepared
by applicant prior to allowance, does not reach
the ce until after the notice of allowance
has been mailed, such amendment has the
status of one ﬁleé under Rule 312. Its entry
is a matter of grace. For discussion of amend-
ments filed under Rule 312, see 714.16 to
714.18(e). i

1f, however, the amendment is filed in the
Office, but is not received by the Examiner
prior to the mailing out of the notice of allow-
ance, it has the same standing in the case as
though the notice had not been meoiled. Where
the case has not been closed to further prose-
cution, as by final rejection of one or more
claimg, or by an action allowing all of the
cleims, applicant may be entitled to have such
amendment entered even though it may be
necessury to withdraw the application from
issne. fuch withdrawsal, however, is unneces-
gary if the amendatory matter is such as the
Examiner wou.? ~~ommend for entry under
Rule 312, i

As above imynied, 1. we will not be with-
drawn from issue for the ‘utry of an amend-
ment that would reopen the prosecution if the
Office action next preceding the notice of allow-
ance clogsed the case to further amendment,
i.e, by indicating the patentability of all of
the claims, or by allowing some and finally
rejecting the remainder.

Z70-048 )~ 67 - 4

; 5 e g?,, FE d md-
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- cluirds ars allallowsble, 2 ﬁm
the méﬁt#o@t&emmimmtﬁ?af g:gg

not of right (Ex &rte uayle; 1983 1143
458 101G, 213). Moiithis extent the praclice
affecting the status of ah amendment received
in the Office on tha date of mailing 'the notiee
of -allowance, as set forth in Ex parte Miller,
1922 C.D. 86; 806 O.G. 419, is ifled.

714.16  Amendment After Notice of
0 Allowance, Rule812
‘Rule 318, Amendmenté after allowasie, Amendments
after the notice of allowance of an application wiil
not be permitted as a matter of right, but may be nwide,
it the printing of the ‘specification has not begun, os
the recomimendation’of the Primary Examiner, sp-
proved by the Commissfoner; without withdrawing the
case from issue. o '

The Commissioner has delegated the ap-

roval of such recommendstion to the Group

A supplemental cath is not treated as am
amendment under Eule 312, see 603.05..

After the Notice of Allowance has been
mailed, the application is technically no longer
under the jurisdiction. of the Primary Ex-
aminer. He. can however, make Examiner's
Amendments (Ses 1302.04) and has authority
to enter amendments submitted after Notice of
Allowance of an application which embody
mere};y the correction of formal matters in the
specification or drawing, or formal matters in a
claim without changing the scope thereof, or the
cancellation of claims from the application,
without forwarding to the Group Mgnager for
approval. (Basis: Order 3311.)

Amendments other than these require ap-
proval by the Group Manager. He also
establishes Group policy with respect to the
treatment of Order 3311 amendments directed
to trivial informalities which seldem affect sig-
nificantly the vital formal requirements of any
patent: namely, (1) that its disclosure be ade-
quately clear, and (2) that any invention pres-
ent be defined with sufficient clarity to form an
adequate basis for an enforceable contract.

Consideration of an amendment under Rule
312 cannot be demanded as a matter of right.
Prosecution of a case should be conducted be-
fore, and thus be complete including editorial
revision of the specification and claims at the
time of the Notice of Allowance. However.
where amendments of the type noted are shown
(1} to be needed for proper disclosure or pro-
tection of the invention, and (2) to require no

Rev, 18, July 1667




manded, apply! in:the:ctse of an amendinent
under Hule 812, as in cidinery amendments.
Ses 718.04 and 713.10 regarding interviews.
As to amendments:affpcting Géﬂﬁl@s&!ﬁﬁ&?
o o e t 9dd & claim, the re-
panying the amendment must
fully and clearly state the reasons on which
reliznoe is placed to show: (1) why the amend-
ment _is needed; (2) why the proposed
amended or new. claims require no additional
search or examination; (3) why the claims are
patentable and, (4) why they were not earlier
presented. it

Nor To Be Use ror Coxrivyen Prossourios

Rule 312 was never intended to provide a
way for ‘the continued prosecution ﬁm
cation after it has been passed for issue: 'When
the recommendation is aguinst entry, o detailed
statement of reasons is nof necessary in sup-
port of such recommendation.” The simple
statement that the (})mpoged claim ‘is not obvi-
ously allowable and briefly thé reason why is
usually adequate. - 'Where appropriate, any one
of the following reasons is considered suffi-
cient: (1) en a(ﬁiitiona'l search is required, or
() more than a cursory review of the record
is necessary, or’ 8(2 the amendment would in-
volve mate’riall)}; added work on the part of the
Office, e.g. checking excessive editorial changes
in the specification or claims.

Where claims added by amendment under
Rule 312 are all of the form of dependent
claims, some of the usual reasons for non-entry
are less likely to apply although questions of
new matter, sufficiency of disclosure, or undue
multiplicity of claims could arise. ,

See 607 and 714.16(c) for additional fee
requirements. ,

714.16(s) Amendments Under Rule
312, Copied Patent Claims

See 1101.02(g) for the procedure to be fol-
lowed when an amendment is received after no-
tice of allowance which includes one or more
claims copied or substantially copied from a
patent. '

The entry of the copied patent claims is not
2 matter of right. See 714.19 item (4).

See 607 and 714.16(c) for additional fee
requirements,

Hev, 18, July 1967
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i pointing out. the. patsitabie

o B8

the amendment is not entered unless and m

themotish'has besn granied.:: Ses/110803.1 {7

 Amendment Under Rule

. If the appliestion was filed on ‘or afier Ooto-
ber 25, 1965, and the amendment under Rule 312
adds claims (total and: independent) in excess
of the number previously paid for, additional
fees are required. The amendment is %ot con-
sidered by the Examiner uniess accompained by
the full fee required. See 607 and 85 .8.C. 41.

714.16(c)

714.16(d)  Amendments Under Rule
- 312, Handling

Amendments! 'vnder ' Rule. 312 4re sent by
the Mail and Correspondence Branch to the
Issue and Gazette Branch which,.in turn, for-
wards the proposed amendment, séle, and draw-
ing (if any) to the group which allowed the
application. . In the event that the class and
subclass in whick the application is classified
has been transferred to another group after
the application was allowed, the proposed
amendment, file and drawing (if any) are
transmitted directly to said other group and
the Issue and Gazette Branch notified. If the
Assistant Examiner whe allowed the applica-
tion is still employed in the Patent Office but not
in said other Group, he may be consulted about
the propriety of the proposed amendment and
given credit for any time spent in giving it
consideration. T

The amendment is PROMPTLY considered
by the Ezaminer who indicates thereon
whether or not its entry is recommended. It
should be kept in mind that the words “rec-
ommended” or “not recommended” are used
instead of “entered” or “not entered”.

_ If the amendment is favorably considered, it
is entered and a notice of entry (PQL-271) is
prepared. An “Entry Recommended under
ule 312" stamp is then applied to the amend-
ment and to the notice of entry (under the
printed word “Report”). The Primary Exam-
mer indicates his approval by signing under
the recommendation on the amendment and by
stamping and signing his name under the rec-
ommendation on the notice of entry.
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h actoelly en-
gdgiggted unless and

714.‘16(;:})\\ for l»;&ditiaml fes

tered it is not «
until approved. -
See 607 and

requirements.
Ao Usorm O 881

Amendments concerning merely formal mat-
ters do not require smbmission tothe Group
Manager ?)(')or toentry. See 714.16. The notice
of entry (POL~271) is date stamped and mailed
by the examining group. If such amendments
are disapproved either in whole or in part, they
are handled like those not under Order 3311.

714.16(e) Amendments Under Rule
‘ 312, Entry in Part

The general rule that an amendment cannot
be entered in part and refused in part should
not be relaxed, but when, under Rule 312, an
amendment, for example, is proposed contain-
ing a pluta,li?' of claims or amendments to
claims, some of which may be entered and some
not, the acceptable claims or amendments
should be entered in the case. If necessary,
the claims should be renumbered to run con-
secutively with the claims already in the case.
The refused claims or amendments should be
canceled in lead pencil on the amendment.

The Examiner should then submit a report
(POL~-271) recommending the entry of the ac-
ceptable portion of the amendment and the non-
entry of the remaining ]’}'qrzion together with
his reasons therefore. The claims entered
should be indicated by number in this report.

Handling is similar to complete entry of a
Rule 312 amendment.

If the g.é)plication was filed on or after Octo-
ber 25, 1965, entry in part is not recommended
unless the full additional fee required, if
any, accompanies the amendment. See 607,
714.16(c).

714.17 Amendment Filed After the Pe-
riod for Response Has Expired

When an application is not prosecuted
within the period set for response and thereafter

[Entry of Amendments
A i s axestampedmth the date of

their receipt in the tgmup It is important
to observe the distinction which exists between

the stamp which shows the date of receipt
of the amendment in the grou g:Gmup Date”
stamp) and the stamp besring the date of re-
ceipt of the amendment by the Office (“Office
Date” stamp). The latter date, placed in the
left-hand corner, should always be referred to
in writing to the applicant with regard to his
amendment. o o

_The amendment or letter is placed in the file,
given its number as a paper in the application,
and its character endorsed on the file wrapper

- in red ink.

When seversl amendments are mede in an ap-
plication on the same dsy no particular order
as to the hour of the receipt or the mailing of
the amendments can be assumed, but considera-
tion of the case must be given as far as pos-
sible as'thciugh all the papers filed were a com-
posite single paper.

After entry of the amendment the applica-
tion is “up for action.” It is placed on the
Examiner’s desk, and he is responsible for its
proper disposel. The Examiner should imme-

diately inspect the amendment as set forth in
714.05. Adfter inspection if no immediate or

special action is required, the application
awaits re-examination in regular order.

Amendments or other papers filed in cases
before the Law Examiner should be promptily
forwarded to him.

714.19 List of Amendments, Entry
Denied

The following types of amendments are or-
dinarily denied entry:

1. An amendment presenting an unpatent-
able claim, or a claim requiring a new search
or otherwise raising a new issue in a case whose

rosecution before the Primary Examiner has
n closed, as where

(a) All claims have been allowed,

(b) Allclaims have been finally rejected (for
exceptions see 714.12, 714.13, and 714.20(4))

(¢) Some claims allowed and remainder
finally rejected. See 714.12 to 7i4.14.
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' unless entry

is authorized by the

- sioner. See 1101.02(f).

tted ough the case is under final
tion' or. Qapg‘“l under certain condi-
aims may be refused entry. See

perly signed amend-
gmed by a disbatred attorney or
Y. P ving no authority. .~
6. An amendment filed in the Patent Office
after the ration of the statutory period or
set time limit for response. See T1417. =
7. An amendment so worded that it
be entered with certain accuracy.,
6. An _amendment. camcell
claims snd presenting 1o st cclaim o
~ elaims.  (711.01.) ' o
;9. An amendment in & case no longer within
the Examiner’s jurisdiction with cerfain ex-

ceptiens in applications in issue (714.16), ex-
cept on approval of the Commissioner. . .

10. Amendments to the drawing held by the
Examiner to contain new matter are not en-
tered until the question of new matter is set-
tled. This practice of non-entry because of
alleged new matter, however, does not_apply
in the case of amendments to the specification
and claims. : ) ,

11. An amendatory paper containing objec-
tionable remarks that, in the opinion of the
Examiner, brings it within the condemnation
of Rule 3, will be submitted to the Commis-
sioper with a8 view toward its being returned
to applicant. See 714.25.

12. Amendments not in permanent ink.
Amendments on so-called “easily erasable
paper.” See In re Benson, 1959 C.D. 5; 744
O.G. 353, e

13, In an application filed before October 25,
1965, an amendment filed before the first ac-
tion imcreasing the number of claims when the
total of claims would be in excess of those sup-
ported by the filing fee. See 714.10.

14, inan application filed on or after October
25, 1965, an amendment presenting claims (total
and independent) in excess of the number pre-
viously paid for, and

{3) not accompanied by any pertion of the
fee required, or

Rev. 14, Ont. 1667

4. While'sopisd patent ‘claims are generally @

714.20 List of Amendments Entered in

To avoid confusion of the record the general
rule prevails that an amendment should not be
entered in part.. As in the case of most other
rules, -the strict observance of its letter may
sometimes work more harm than would result
from its infraction, especially if the amend-
ment.in. guestion is recaived at or near the end

of the statutory period.  Thus

() kn "“dmetdneni” preeniing an_un-

-for and unnecessary substitute specifica-
tion along with amendatory matter, as:amend-
ments to claims: or. new  claims, should be
entered in parf, rather than refused entry in
toto. 'The substitute specification should: be
denied entry and so marked, while the rest of
the paper should be entered. The case as thus
amended is acted on when reached in its turn,
the agplicant being advised ‘that the substitute
specification has not been required and is not
necessary. and therefore has not been entered,
and that any desired changes in the original
specification must be made by specific amend-
ments.  See also Rule 125, 608.01(q). :

It may be noted in this connection, however,
that the fact that a substitute specification, in
the opinion of the Examiner, containg new
matter is not in itself a proper reason for re-
fusing entry thereof. R

{2) An amendment under Rule 312, which
in part is approved and in other part disap-
proved, is entered only as to the approved
part. See 714.16(e). : '

{(3) In a case having some claims allowed
and others finally rejected, where an amend-
ment is received at or near the close of the
statutory geriod cancelling the finally rejected
claims and presenting one or more new ones
which the Examiner cannot allow, the amend-
ment, after the statutory period has ended, is
entered to the extent only of cancelling the
finally rejected claims. Of course, if any of
the new claims were, in the Examiner’s opin-




sme practios is indi
.assuming ppeal.. takem.
(6) Ina casﬂ:mg 81l claims allowed and
somse . formal d nowd, w n amend-

& asomébe am;e ‘ fo?liy ag tg thé fmt:;
matter to any o e new prmn
claims that may be deesed paten: tﬂi

(6) In a.n amendment 8¢ a. mo-
mfm ted only in pmsth&pmw isen-
to the extent. that .the mae,ma was

tﬂd See1108 P

ore: The Exa,mmer m'ltes “Enter” in ink

md lus ‘initials in the left margin opposme th@
enterable portlons [R-16]

714.21 Amendments Inaﬂvertently En-
 tered, No Legal Effect - [R-16]

If the clerk inadvertently enters an amend-
ment when it should mnot have been entered,
guch entry is of no legal effect, and the same
action is taken as if the cbangea had net been
actually made, inszmuch as they have not been
legally made. Unless such unauthorized entry
:3 deleted, sul;,abgg notat:ion should be mad‘?ﬂ on

@ ma; of the amendcatory paper, as ot
Oﬁicwﬂ%te
- Ifitistobs retn,med inthe file an amendaforv
paper, even though not entered, should be given
& paper number and listed on the file wrapper
with the notation “Not Entered”. See Rule 8,
714.25, for an instance of a paper which may
be returned.

714.22 Entry of Amendments, Direc-
tions for [R-16]

Rule 121. Manner of making amendments, () Eras-
ures, additions, insertions, or alterationz of the Offce
file of papers and reconds must not be physcatly
entered by the applicant. Amendments to the applica-
tion (excluding the clnims) are made by filing a paper
(which should conform to Rule §2), directing or re-
guesting that specified amendments be mads, The ex-
act word or words to be stricken out or inserted by said

claim with the parentheﬁcai exprewon “terice
amended,” “three tlmes amended * etc. muowms the
orixlna.l clatra: number, | ;

e} A parﬁcularclumw beammdedinﬂwm
ner indictted for theappﬂcaﬂon in Bule 129 (a) to e
extmtotmrrecﬂmsm spemng,pumt\nﬂm,nadtyw

graphical errors. Ad@itional & amentments in - this
manner will he admitted provided the chamges sre
Umited 6’ (1) ‘deletions abil/or (%) the ‘zddtton of no
more than five words in any one dEi Aky amendment
pabmitied with instructiona (o amend particolar elﬁﬁms
but failing Lo cvnform to the provisions ¢f parsgraphs
{b).and (¢) -muy. be mmidezed m&m&m and
trented accondingly. .

{d) Where mﬂeﬁinhser bmkem are mm w
appear in the printed patent or are proparly part of the
clpimed materiel and mnot intended as symboMe of
changes in the particuler claim, amendment by rewrit-
ing in accordance with paragraph {b) shove shall be
prohibited.

(e) In reissge apphcationss both me (Eescripuve pOr-
tmn and the claims are to be amended a8 speelﬂed in
paragraph {a) sbove.

The term “brackets” set fozth in Rule 121
means angular brackets, thus: [ ]. It does
not encompass and is to "be distingnished from
parentheses ( }. Any smendment using par-
entheses to indicate cancelled matter in a ¢
rewritten under Rule 121(b) may be held non-
responsive in accordance mth sule 121{e}.

714.223 Entry of Amendments, Bn'eo-
tiens for, Defective o

Thedxmeﬁonsfnrtheentryofmamend
ment may be defective, as, in the
line designuted, or lack of precision where the
word to which the amendment is directed oc-
curs more than once in the specified line. If it
is clear from the contest t iz the cormct
place of entry, the amendatory pa

pr ly amended in the ex gmu
notatjon thereof, initialed in ink by the Ex-
ammer, who will assume full responsibility for
the change, will be made on the n of the
amendatory r. In the next action

the applicant shlg.;ﬂd be informed of tlns altera-
tion n his amendatory paper and the entry of



mdmtmberemmmm:w; mt
amdmtpmﬁnxthemcdhﬂmﬁuuam
Howmr, where 8 mlatxvﬂy mll mmi
: man:lmentmnbemtde
umlymtboutmnng smendatory matier
bbaohcnmordxﬁmlttofoﬂow,udlmn
o.mendmaxtdwnldbewﬂmd Co

5y of Applwam or At-

- Roale 8. Bmmbummm&mﬂ
vourtesy. © Applicsnts ‘end’ their atterneys or agents
zve refaired to condoct their business with the Patent
Office with decorum and courtesy.  Popers presembed
tn vicletion of this regvirement will be submitied to
the Commizssioner and will be returned by his direct
order. Complaints agatnst examiners and other em-
plommwtbomadelnwmmnntumw
feotn other papess.

Iftheattomeymdmoourteousm the remarks
OF &, ts in his amendment, either the dis-
courtesy should be enmtirely ignored or the
paper submitted to the Supervisory Examiner
with a view towarq its being returned.

715 Swearing Back of Reference-Affi-
davit Under Rule 131 [R-16]

Rule 181 Aﬂldcwft of prior invention to overcome
cited patent or publication. (R) \Whenanydak‘nof
an applicntion s rejected on reference to & domestic
patent which substantially shows or deseribes but does
notdﬂmthemjecbedinvenﬁon,aronretemtoa
foreign patent or to & printed publication, and the
appilcant ghall make cath to facts showing a couple-
tion of the invention in this country before the fling
date of the application on which the domestic patent
isgued, or bafore the date of the forcign patent, or
before the dats of the printed publication, then the pat-
ent or publicatisn cited ghall not bar the grant of &
patest to the applicant, unless the date of such patent
or printed publication be more then coe year prior to
the date op which the application was filed in this
oouniry.

{b) The showing of facts shnll be such, in charac-
ter and weight, as to sstablish reduction to practice
pelor to the effective date of the reference, oF coDoeD-
tiom of the invention peior (o the effective date of the

Bav. 16, Apr. 1068

mﬂmefbrmhythe ex" !

either bagic or auxili in tlw féjedmm of the
claims oft”he spplicati g'ba
Sneha.reﬁemmmuy ovwamo" 6, it ‘certs
instances noted helow, teant’s y of
ar-

an afidavit under Ruld 31 owWn 88
migwk”ofthemfe‘tm, e

- Affidavits undes’ Riile mfmsy be ussd ¢

e the date af '‘the fomgn patent or
hat of the pul ouxs !tm one year
“{2)- Vhere the refevens ‘,a'ﬂ . Pabent, with
o paben dm Tois ﬂiﬁntmeyear pmrmtﬁgph-
cant’s effective ﬁ!mg&ﬁm,mba%dmm

_ Affidevit under Bols 181 i8 nofs spmmm
in the following situations: =

(1) Where reference publication date is
more thsn one year back f applicant’s effective
bﬂ;g dats. Such a referenoe is a “statutory

(2) Where the mferenoe U.S, _patent. claims
the invention. See 1101.02(a).

(3) Where reference is 8 foreign patent for
the same invention to- apphcant or_ his Iagl
representatives or ‘assigns issuod pnor to

date of the dommstic a gphmtxm on an
application filed more than twelve months prior
to the filing date of the domestic application.

(4) Where the effective filing date of a.pph-
cant’s parent application or an Internat:
Convention proved filing date is prior to the
effective date of the reference, afidevit. under
Rule 131 is URBEcessary and the refemea is
not used. See 20L.11 o 201.15.

rioy U.S pat-

(5) Where the. reference is a
tion, the ?,twstwn involved is one of “donble

ent to the same entity, c;

patent
: %iere the reference is the disclosure of

orUS tent to the same not co-
ptﬂ.: thet:ftastion iz one ef%&um to

8 uld it be established that the portion of
thegstmt disclosure relied on as the reference
was introduced into the patent epplication by
amendment and a2 such wes pew matter, the
theaﬂdlvltmtlmdm

date to be overcome
re Willien et al., 1085

of the amendment.
C.D. 229; 454 O.G. 538,

108




&m to which the patentee
19. In re

: under 35 U.S
833 0.G. 13, 142 US,
1966) ; Lxl et al. v. Brenner,

(CADC 1967) The referencs ps

tive as of the date the appkc&tmn

or it was,ﬁled,

108.1

,the jamt.- ‘
overcome ‘amti&v:hun&r Rafsss a&h In re
Strain, 1951 C.D. 252; 648 0.6, 5. Disclaimer
%y the other,patenme should not be reguired.
utsae%l 08, .

Hev. 18, Jan. 1968




avoid’ the nm: of an’ sﬁ&smt m@a«
gy ﬁlmg 8 "does ‘not ob-

Rule 181, /The: eommor 1
tain apy rights in" this by virtue of
comimon’‘owneiship which he “would ot ‘bave
in the absence of common ownership. In 're
Beck st sl., 1046 C.D, 538; 59(}0@0357 Pieree
v. Watson, 124 U.SPQ 356 =

7 l 5.01 (e) Refmnee Is Pubhestwn of
: Apphwnt"s @wn Envention

Unle% it is a. statutoxy ha.r abreyecmon on a
publication evercomo by a sh
that it was. ubfxslw& D plicas

ezther by applicant him-
gelf or in hls parte Lemienx, 1057
C.D. 47; 125 OG Pomnetal.
1938 cf) 15; 4890(} 981, -

Co—mmonsm :

‘Whers the applicans is one of the co«mthors
of a publication, cited %stt his application,

he is not reguired to sn affidavit under
"Rule 131, e pubhcatmn mey be removed
1S 8 reference a disclaiming sffidavit
of the other au x parta Hirschler, 110
US.P. Q. 384

715 02 Geneml Rule as to Genenc
- Claims

A reference applied agpinst genemc claims
may (in most cases) be antedated as to such
claims by an affidavit under Rule 131 showing
oompletmn of the invention of only a Ie

ies, within the genus, prior to the e
twe date of the reference (assuming, of eoume,
that the reference is not a statutory har or a
atent claiming the same invention). See,

owever, 715.08.

715.03 Practice Relative to Chemieal
Cuses

In chemical cases, where generic claims have
been rejected on a reference which discloses a
pecies not antedated by the affidavit, the re-
}ectwn will not ordinarily be withdrawn un-
ess the applicant is able to establish that he
was in ion of the generic invention
rior to the effective date of the reference.
n other words, the affidavit under Rule 131
must show as much as the minimum digclosure

ITEANB (D - BY « 1y

‘reference cannot be avoided by an:

dinea Em&‘sm% Er pm%h&?
lxcaut irom obtsining generic claim.” In
;1985 8045 478 (.G 405,

Whez-e ¢he tinent  disclosute in’ the
reference i3 & sing es, which species” is
antedated: by the affidsvit, the: mfmnoe e
gv&m«;?g Te Stempel 3%’? C.D 717

‘Mazxpen Tyre Gesus Crame . - -

Where a claim reciting & Markush gmup
is- rejected on a reference disclosing but, not
claiming ‘& specific’ member of the , the
davit un-
der Rule 131 showmg Merent members of fhe

group.

109

715 04 Who May Mﬂke Aﬁdavxt

A, The Inmtm- S
B. One of two }amt mventem is wecep*ed
where ‘suitable ezense is given for failure of

the ‘other applicént to sign, In re Caﬂscn et
al 1936 CD. 95; 482 O. 4:79

C. The Aﬁlgnea or other arty in intevest
when it is not possible to produce the affidavit
of the inventor. Ex parte Foster, 1803 C.D.
213; 105 O.G. 261.

715.05 Patent Claiming Ssme Inven-
tion

When the reference in guestion is a patent
claiming the same invention as applicant and
its issue date is less than one year prior to the
filing date of the application being examined,
applicant’s remedy, if any, must be by way of
Rule 20¢ instesd of Rule 131, The Examiner
should therefore take note whether the status
of the patent as & reference is that of a PAT-
ENT or a PUBLICATION. If the patent is
claiming the same invention as the a O&Phcatmn,
this fact should be noted in the Oifice letter.
The reference patent can then be overcome
onl{ by way of interference. Note, however,
1.8.C. 135 1161.02(£). |

715.06 Affidavit Under Rule 131 Must
Be Removed Before Interfer-

ence
Where an application in which an affidavit

under Rule 131 has been filed is to be involved
in an interference, the afidavit must be sealed




o 181, Fo

e
1101.0:

Facts and Docame
i S i C e e

- The essentisl thing to be shown under Rule
131 is priority of invention and this may be
done. b%sny eatisfactory avidence of the fact.
FACTS, not conclusions, must be shown by, th
i  affidavit under

ntary Evi-

evidence accompanying an
E 3

- @, If verbal disclosures were made instead
of the above, supporting statements by the wit-
ness will be scceptable. s

7. If the dates of the exhibits: have bheen
removed or blocked off, the matter of dates can

The dates in the oath may be the actual dates
or, if the applicant does not desire to disclose
his actual dates, he may merely allege that the
acts referred to occurred prior to 2 specified

date.

A general allegation that the invention was
comp%d prior to the date of the reference is
not sufficient. Ex parte Saunders, 1883 C.D.
23‘;230.(}. 1224, L :

‘If the applicant made sketches he should so
state, and produce and describe them; if the
sketcims were made and lost, and their contents
remembered, they should be reproduced and
furnished in place of the oxigi:n , The same
course should be pursued if the disclosure was
by means of els. If neither sketches nor
models are relied upon, but it is claimed that
verbal disclosures, sufficiently clear to indicate
definite conception of the invention, were made
the witness should state as nearly as possible
the languege used in imparting knowledge of
the invention to others.” Fa parfe Donovan,
1800 C.D. 108; 52 O.G. 309.

The affidavit must state FACTS and pro-
duce such documentary evidemce and exhibits

 this connection, note

onception of an invention, evidenced by
losure, drawings, and éven a model, is hot
& complate -invention: urider the patent laws,
and confers no rights on an inventor, and hss

ch a3 an 4 ,

g an sppliction for a paten
ic Weighing Mach. Co. v. Prewmatic
Scale Corp., Limited, 1909 0.D. 498; 139 O.G.

- Conception ia: the mentsl part of the inven-

tive aet, bat it must be capable of proof, as by

‘drawings, complete disclosure te another 1?8?9?

gon, ete. In Mergenthaler v. Scudder,

C.D. 724; 81 O.G. 1417, it was established that
‘conception is move than a mere vague idea of
how to solve a problem; the means themselves
and their intersction must be comprehended

The facts to be established under Rule 181
are similar to those to bs proved in interfer-
ence. The difference lies in the way in which
the evidence is presented. If applicant dis-
agrees with a holding that the facts ave in-
sufficient to overcome the rejection, his remedy
is by appeal from the continued rejection.

715.07(a) Diligence

Where conception occurs prior to the date of
the reference, but reduction to practice is after-
ward it is not enough merely to allege that ap-
plicant had been diligent. Ex parte Hunter,
1889 C.D. 218; 49 O.G. 733.

What is meant by diligence is brought out in
Christie v. Seybold, 1893 C.D. 515; 64 O.G.
1650. In patent law, an inventor is either dili-
gent at a given time or he is not diligent ; there
are no degrees of diligence. A man may be
diligent within the meaning of the patent law
when he is doing nothing, if his lack of activity
is excused.

110




;,3“'* gt i comsl i alhesson
the socts n

tothemfemneemwrm&m thumaw
SwaﬁUSC.I(M

715.07(@) mspwum” of Exhibits
Submitted as Evidenee to
Snppdrt Facts B

Exlnblts, such as those filed 85 part of an
affidavit under Rule 131, that are too bulky to
be placed in the apphcatwn file are retained in
the Exumml Gmu until the ¢ase is finally

en the cass goes fo issue 0&
abandonment) the exhibits are gent to the M.
and ‘Receiving Room, notation to this eﬁect
bem ‘madé on the margm of the sfidavit. See

().

715 08 Paseed Upon by Primary Ex-
aminer

The question of sufﬁcxency of affidavits under
Rule 131 should be reviewed and decided by a
Primary Examiner. (Basis: Order 2712.)

715.09 Seasonable Presentation

Affidavits under Rule 131 must be seasonably
E),resented Ex parte Berg, 19508 C.D. 38; 120

G. 903; Ex parte Romunder, 1910 C.D. 121
157 0.G. 209 x parte Hale, 49 U.S.P.Q. 209,
Ex parte Bowyer 1939 C.D. 5; 505 O.3. 758.

For afidavits under Rule 131 filed after ap-
peal see Rules 195 and 1212.

NOTE THAT RULE 182 IS NOT APPLI-
CABLE TO A REJECTION BASED OX A
U.S, PATENT WHICH CLAIMS THE RE-

, ;mNﬂON. o

Hmfm, it 'shall be the respﬂnsrbahty of
m Pripoary . Examiner to personally. revisw
and. decide: whether afidevits submitted under
B&:ﬂei&z For the purposs of traversing grounds
rejection, are Tesponsive to. the rejection and
suﬁclent facts to. avem%e the. rege-

&wza, ( : Notica of December 15,1959.)
This mle sets forth the genersal policy of the
Office consistently follow for a long petiod
of time of recelving aﬁ&avnts evidence tra-
versing rejections “or 'cbjections; ' Ex - parte
Gresselin, 1896 C.D. 39; 16 0.G. 1578 'This env-
meration of rejectionsi in therule s merely exem-
lary. All ‘affidavits presented: which do not
1 ‘within or under other specific riilés are to
be treated or cons1dared as faﬂmg under thm

rale.
Certsin legal prmcxple@ and: stand&rds Emve
been established respecting affidevit evidence.

Some are -applicable to all affidavits, while
others are applicable only to particular types
of affidavits, as indicated below. The: critical
factors and standards are summarized as an
sid or gulde to the examiners in evaluating such
afidavits. -~ Afidavits timely filed (i.e. before
final sction or appeal) sho d be acknowledged
and commented in the action followsi
filing. See Sec. 707. 02. - Tf an afdavit is fil
later and entered (See Rule 195) sumlar action
should be taken. '

The following cnterw. are applicable to all
affidavits submitted under thig rule:

{1) Affidavits must be tlmelv or seasonably
filed (i.e. before final rejection or appeal) to be
entitled to consideration. In re Rothermel et
al., 1960 C.D. 204; 755 O.G. 621. Affidavits
not timely filed must meet the requiréments of
Rule 195,

(2} Affidavits must set forth facts, not merely
conclusions. In re Pike et al.,, 1950 C.D. 105;

Baev. 1, Jen. 1064
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INOPERABILITY oF REFERENCES
+-Sirice ;every patent is presumed-valid- (35

Q. 175 TS 282), and since thap; presumption in-

arison is not identical with
he reference disciosure, deviations therefrom
should be explained—In ro Finley, 1849 C.D.
284 : 624 0.G.262—snd if not explained should
be noted and évaluated, and if significant, ex-
planation shouid be required. In' re Arm-
strong 1960 C.D. 422; 750 O.G. 4.. Otherwise,
the aflidavits may be entitled to little weight. -
Where the comparison shows unexpected re-
sults or advantages, it should be compared with
the application disclosure, since recitals of the
ification ave controlling. Abbott v. Coe,
1940 C.D. 13; 512 O.G. 3. In re Rossi 1957
C.D. 130; 717 O.G. 214. - Advantages not dis-
closed carry little or no weight in establishing
- Affidavits setting forth advantages and as-
serting that despite familiarity with the art,
the claimed subject mstter was not obvious to
affisnts, do not afford evidence of non-obvious-
neas, where the advan relied upon are
merely those which would result from follow-
ing the teaching of the prior art. In re Hen-
rich 1959 C.DD, 858 ; 747 O.(z. 793.

Orzrapiiiry or Arrricawt’s Discrosone

Since it is the Examiner’s duty to pass upon
the ;?erativeness of any invention which he is
called upon to examine he is free to express
his opinion on that question so long.as he
gives reasons for his holding with clarity and

Bew. 1, Jan. 1064
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cludes the presumption.of operability—Metro-
olitan Eng. Co. v. Coe 1935 C.D. 54; 455 O.G.

$—Examiners should not express any opinion

on the opersbility of s patent. Therefore af-
Sdavits: attacking  the operability -of & patent
cited as s reference, though entitled to consid-
eration, should be treated, not as conclusive of
the factual matter presentsd, but rather as an
expression of opinion by an expert in the art.
In re Berry, 137. .S? J. 353. See also In
re Lurelle Guild 1953 C.D. 310; 677 O.G. 5.
Opinion affidavits need not be given any weight.
In re Pierce 1930 C.ID. 34; 320 O.(3. 265; In
re Reid 1950 C.ID. 194; 635 O.G. 694, |

Further, sincs in a patent it is presumed that
s process if used by one skilled in the art will
produce the product or result described there-
in, such presumption is not overcome by a mere
showing that it is possible to operate within
the disclosure without obtaining the all
product. It is to be presumed also that skilled
workers would as a matter of course, if they
do not immediately obtain desired resuits, make
certain experiments and adaptati within
the skill of the competent worker. e fail-
ures of experimenters who have no interest in
succeeding should not be accorded great weight.
Bullard v. Coe 1945 C.D. 13; 573 O.G. 547;
In re Michalek 1947 C.D. 458; 604 O.G. 223;
In re Reid 1950 C.D. 194; 635 O.G. 6%4.

Where the affidavit presented asserts inop-
erability in vome features of the patent as to
which 1t was not relied upon, the matter is of
ne concern. In re Wagner, 1939 C.D. 581; 407
O.G. 1041, ‘

Where the affidavit asserts inopersbility of
the process disclosed in the reference for pro-




operative reference disclosure; therefore the
matter is.of 1o concern.. In:
ggm 74 -0.G. 485, In

st e COMMERCIAL SUCCESS .

Affidavits sabmitting evidence of commercial
success can have no bearing in a case where
the patentability over the prior art is not in
doubt. In re Jewett et al 1957 C.D. 420; T24
040225, In re Troutman, 1960 C.D. 808;
757 0.G. 556.

Affidavits showing commercial success of &
structure not related to the claimed subject
matter has neither significance nor pertinence.
In re Kulieke 1960 C.D. 281; 756 O.G. 288.

Affidavits which attribute commercial suc-
cess to the invention “described and claimed”
or other equivalent indefinite language have
little or no evidenciary value. In re Troutman
1960 C.D. 308; 757 O.G. 556.

Where affidavits show commercial success it
must appear that such success resulted from
the invention as claimed. In re Hollingsworth
1958 C.D. 210; 730 O.G. 282. Otherwise the
affidavit showing is non-pertinent.

SorriciEncy oF DiIsCLOSURE

Affidavits presented to show that the disclo-
sure of an application is sufficient to one skilled
in the art are not acceptable to establish facts
which the specification itself should recite. In
re Smyth 1951 C.D. 449; 651 OQ.G. 5.

Affidavits purporting to explain the disclo-
sure or to interpret the disclosure of a pending
application are usually not considered. In re
Oppenaver 1944 C.D. 587; 568 O.G. 393.

717 File Wrapper

717.01 Papers in File Wrapper

Full details are given in the Manual of Cleri-
cal Procedures. Papers that do not become a

ice, the specifica-
other communications
from applicant are fastened to the left side {cen-
ter fold) of the file jacket. They are in inverse
chronological order; that isy the: commubics-
tion with the latest “Mail Room” date is on top.
A similar arrangement is followed on the right
side, where Office actions and other communics-
tions from the Office are f;lste(ned,,;exﬁgt, that
the_print is always kept on top for the con-
venience of the Examiner.” BN

. Where amendments are submitted in dupli-
cate, the carbon copy is destroyed except where
the duplicate is received within the time pe-
riod for response and the original is late. In
this latter situation both coples are placed in
the file. The “original” (ribbon copy) is en-
tered with reference made to the carbon copy.

If the attorney wishes a_receipt for any pa-
per filed, this may be had by enclosing with
the paper a self-addressed al card identi-
fying the Egper. The mail-room receiving-
stamp will be placed on the card, and the card

dropped in the outgoing mail.
717.01(b) Prints

The prints of the drawing are fastened in-
side the file wrapper by the Application
Branch, and shall always be kept on top. A
paper number is assigned by the Clerk of the

group.
The prints shall always be kept on top of

the Fapers on the right of the file wrapper.
All prints and inked sketches subsequently

filed to be part of the record should en-

dorsed with the date of their receipt in the

({E@g and given their appropriate paper num-
r.

717.02 Data Entered on File Wrapper

See also 707.10,717.01.

If the Examiner notices an error in any of
the data originally entered on the file wrap-
per, he should have it corrected by the Appf?-
cation Branch.

Rev.. 18, July 1067




%mmfm
oy ma M@@}

tack) mk‘. by mdamende; :

made i Sﬁch
yeand as chinge of address or- -‘attomy ‘’78
-esitered in. : inloby:the clerk of the group,
the original entry being canceled but. not
erased. ; o
'i17 02(A) Statuto¥y: Period Ends on
Satm'&ay, Sunday or Hoh-

day
See 7 10.05

717.02(!:) Name or Reandenee of In-
. ventor or Tntle Changed

'ﬂle dlshnctmn between “residence” and Post
%ce address should not be lost sight of.

“"Sec. 605.04(¢) explains the procedure to be
followed concerning sending the application to
the! “Branch and the’ pph{:atxon

when Apphcant changes name

Rev. 13, July 1967 114
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B‘a@ mgfg, 1f & DoV, wth 08 K \
residence from the o"xgma} thefile will not

mg Gﬁmp‘ the classification ‘of the case! and the
initials or:name of the Exaniiner who will ex-
amine it or other sssigned docket designation
are noted in pencil in the upper Iefthand ¢orner
of the drawing (first sheet) and in the des-
lgnated spaces on the file wrapper. These
notations should be kept current. When the
application is sent to 'issue, the notations then
appearing on the drawing should not be erased.
They may be useful in ¢lagsifying an incoming
continuing application to which drawings may
have been:transferrved and in assigning it to an
Esaminer siveady familiar wmh tbe sub;ect
matter.




' pearmg on the
numbers as ori

column should be ;
numbering of the allowed ¢ .

Inde ndent claims should be‘desxgnated in
the Index of Claims by encircling the claim
number in red ink.

A line in red ink should be drawn below the
number correspondmg to the number of claims
originally presented. Thereafter, a line in red
ink should be drawn below the number corre-
sponding to'the highest numbered claim added
by each amendment. J ust outside the Index of
Claims form. op)fos:te the number correspond-
ing to the first claim of each amendment there
should be placed the: let,ter desxgnatmb the
amendment.

If the claims are mnended m rewrxtten form
under Rule 121(b), the original claim number
should not be stricken from the Index of Claims

J22-7267 O - 68 - 3

jgﬁ be 6 ink in the
fgﬁ thea iaft. of the original claim mzmber,

717.65 Field of semh {R-w]h

1o o 175 if the ciam: s re

gé;(lik;;me, “Ame;}g@ 1” should be
0 ingerd :

‘As any da?m is cancaieg:ga line in

should be drawn through its numbﬁr

In each action mvolvmg B seamh the E:amo
iner shall endorse, on the flap of the file. ‘wrap-
per, the classes and subclasses and publications
searched, the date when the search was made
or was brought up to date and the Examiner’s
initials, all entries being in BLACK INK.
Great care should be- taken, inasmuch as this
record is important to the hlstary of the ap-

‘ plmatmn

717.06 Foreign Fnlmg Dates [R—IST
See 201.14(c) and 202.08. o
717.07 Relsted Applications "{ﬁ{—iS]

The file wmpper should identify earlier filed
related applications. See 202.02 and 202.03.

Rev. 18, Oct. 1988





