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006.03(&) Hamﬂinz of

‘608.04 New Matter

'608.04(a) Matter Not in Original Specma
or Drawings
€02.04(b) By Prellminary Amendment
608.04(c) Review of Examiner's Holding

Rule 51. General reqsuuu ‘of ax applioatm Ap-
plications for patents ‘must be made to the Commis-
sloner of Patents. A complete application comprises:

(a) A petition or reqneet for a patent. gee rule 61.

{b) A speciﬂcation, including a claim or claims, see
rules 71 te 77. ;

(¢) Anoathor declamtion. see rule w.

(d) Drawings, when necessary, see rnles 81 to 88.
(e) The prescribed filing fee. . (See rule 21 tor ﬁung

fees.)
Tae Aymcmox
tition, specification, and oath. must be,
in the % lish language snd must be-legibly

, ngewntteﬁ ‘written ‘or printed in permhm‘snt
See Rule 52 and 608.01.
The parts of the application may’ be included
m a single document, and an approved smgle-
ature form may be used.
etermination of oompletenm of an. apph-
cation is covered in 506.

The petition, specification and oath are se-
cured_together in a file wrapper, bearing a
propriate identifying data including the senal
number and filing date (717).

Nore

Reissue patents, 1401.

Design patents, Chapter 1500.

Plant patents, Chapter 1600.

A model, exhibit or specimen is not required
as part of ‘the application as filed, although it
may be required in the proseoutxon of the ap-
plication (Rules 91-83, 608.03).

Rule 59. Papers of eomplete application not fo be
returned. The papers in a complete applcation will
not be returned for any purpose whatever. ' If appli-

cants have not preserved coples of the papers, the
Office will furnish copies at the usual cost. See rule

87 for return of drawing.
See, however, 604.04(a).

601 Petition

Rule 61, Petition, The petition must be addressed to
the Commissgioner of Patents and request the grant of a
patent, The residence, and post office address of the
petitioner must appear in the petftion {f not stated else-

Rev. 11, Jan, 1967

Ths patmon need not be dattad

601.01 Ameudment 0f Pelimm

Those rtmm oi the petlmm other than the
oﬁ address  {see 603.03) ms.y be
ammded by the attorney.

601.02 Power of Attorney or Author-

ization of Agent

The attorney’s or agent’s full post office ad-
dress should be given in every power of attor-
ney or suthority of agent. The prompt de-
livery of commumcatmns will” tilereby be
facilitated. '

Usually a power of attorney or aﬁthormamnn
of agent i3 incorporated in either the petxtmn
or single mgnatﬂre fcrm See and
605.04(a). i |

602 Original Oath (of Mr&tion)

Rule 65. Statement of Applicant. {(a) (1) The ap-
plicant, if the inventor, must state that he verily be-
leves himself to be the original and first inventor or
discoverer of the process, machine, manufacture, com-
position of matter, or improvement thereof, for which
he solicits & patent; that he does not kuow and does
not believe that the same was ever Lkpnown or used
before his invention or discovery thereof, and shall
state of what country he iz a citizen and where he
resides, and whether he is 8 sole or joint inventor of
the invention claimed in his application. In every
original spplication the applicant must distinctiy state
that to the best of his knowledge and belfef the inven-
tion has not been in public iise or on skie in the United
States more than one year prior ie his application, or
patented or described in any printed publication in any
country before his invention or more than one year
prior to bis application, or patented in any foreign
country prior to the date of his application on an appli-
cation filed by bimself or his legal representatives or
assigns more than twelve months prior to his appil-
cation in this country. He shall state whether or not
any application for patent on the same invention has
been fled in any foreign country, efther by the appli-
cant or by bis legal representatives or agsigna. If any
such appiication has been fled, the applicant shall
name the country in which the earliest such agpiication
was filed, and aball give the day, month, and year of




tion filed more than twelve mm'batm the nﬂu of
the application in this eouutrs :

{2) This statement (1) must be subscribed to by the

‘gpoiicunt, and (i) must either (a) be sworn to (or
afirmed) as provided in Rule 88, or (b) Include the
personk! declaration of the applicant as prescribed in
Rule 68, See Rule 153 for design cases and Rule 162
for piant cases.

{b) If the application iz made as provided in Rules
42, 43, or 47, the applicant shall state his reilationship
to the inventor and, apon information and belief, the
facts which the inventor is reguired by this rule to
state.

{e} An additional statement may be required if the
appiication has net been filed in the Patent Office within
a reaspnable time after execution of the original state-
ment.

Rule 68. Declaration in Licu of Application Oath.
{a) The applicant may, in lien of msking an oath or
affrmation in the manner provided by Rule 86, set
forth in the body of the statement required from him
by Rale 67 his written declaration that all ststements
made of his own knowledge are troe and that all state-
ments made on information and belief are believed to
be true, if, and only if, the applticant is, on the same
paper. warned that wiliful falge statements and the like
are punishable by fine or imprisonment, or both (18
U.8.C. 1001) and may Jeopardize the validity of the
application or any patent issuing thereon.

LELUEE 1) - 67

34.1

m *mmmﬁmwmmmm
mmmmw&mmmmwmm«
anw&hwﬁmmﬂm&e&mmmmm .
inally claimed (rule 67), when applying for a relssue
patent (rules 171 and 172), when applying for m patent

- for a design (rales 151 and 158), when applying fora

patent for a plant {rules 161 and 162), and when Sling
& statement concerning the making or conception of the
invention as required by 42 U.8.C. 2182, or by 42 U.8.C.
2457{c).

Note that a Rule 88 Declaration need not be
ribboned to the other p papers, even if signed in a
country foreign to the United States. When a
Declaration is used, it is unnecessary to appear
before any official in connection with the mak-
ing of the Declaration. It must, however, since
it 1s an integral part of the apphcatmn, be main-
tained together therewith. Further details are

iven in 29 F.R. 18502; 811 0.G. 2. (Basis:
otwe of March 4, 1965. )
statute, 35 TS.C 25, the Commissioner
has geen empowered to prescrlbe instances when
& written declaration may be accepted in lieu
of the oath for “any document to be filed in the
Patent Office”.

The filing of a written declaration is not ac-
ceptable in lien of the suthentication of an
original application oath that is informal in
that it Iacks authentication by a diplomatic or
consular officer of the United States. See
604.04(a).
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oy It is deslrable to ] tgn aeﬂa!
gtlammget s well ag the f da,m of: the first

filed foreignapplication, sily if the inven=
tor’s name will not appeur 1n g certifisd copy of
said ] plication,. It should be

1 g
the w rd “sole or “only”*'m
. %i‘}) : ey mi“i “

‘and joint inventor togefher with
A & B, ete.” as the facts may be.
‘ 1ig usually impressed. See 604 and
Rule 66. However oaths executed in many
states including Alabema, Louisians, Mari
land, Massachusetts, New Jersey, New York,
Rhode Island, South Carolina and Virginia
need not be impressed with & seal.

' If a claim ie presented for matter not orig-

nelly claimed or embraced in the original
staﬁement of invention in the specification a
supplemmtal oath is reqmred ule 67, 603.

602 01 Oath Cannat Be Amendefl

- The wordmg of an oath canmot be amended.
If the wording is not correct or if all of the
sived afffrmations have not been made or if
mﬂm not been properly subscribed to, a new
oath must be required. However, in some
cages a deficiency in the oath can be corrected
by & supplemental paper and a new oath is
not necessary.
For example, if the oath does not set forth
evidence that the notary was acting within his
jurisdiction at the time he administered the

218613 G- BTl

appiwa,tmn of which it is

must } ly sdew@%@
ly by giv

- - . y " : i
152 (rev. /67 sea’m% 87¢e)). ' o
Wim*e naxth’exﬁ the' gmi}alth nor the subv
stituts mﬂ;hf co_mpleﬁs :}1: itsalf, rl:ét dthe two
taken 18T ) e requl ata., no
ﬁr&e:ﬁth m med. i

603».02 New Oath or Su!mumte fm
‘ When Waived -+

.'fn the first Office actmm ; Exammer mugt
making use of attachment Form PO-
152 {mv. 6/67 ). (see 707,07 (s) ), every deficiency
in & declaration or opth and reguire that the
same be remedied. However, when an appli-
cation is otherwise ready for issue, an Examiner
with full s ‘ authdrity’ may waivé the
fcllowmg minor detmwmms, C;
1. A delay of somewhat more than five weeks
~ plus mailing time in filing after the time
'~ of making the declaration, or the time of
~ execution in the case of an oath.
2. Residence of an applicant if a post office
- address is given.
3. Mu;)or deﬁﬂenczes in the executxon of an
oat!
If any of the nbove are waived, the Examiner
should write in the margin of the declaration or
oath a notation such as “Date of declaration
waived application ready for issue” and initial.

602.04 Foreign Oath

An oath executed in a forexgn country must
be properly authenticated. See 604 and Rule 66.

602.04(a) Foreign Oath Is Ribboned
to Other Application
Papers

Extract from Rule 66. (b) When the oath s taken
before an officer fn a country foreign to the United
States, all the application papers, except the drawings,
mizst be attached together and a ribbon passed oune or
more times through all the sheets of the application,
except the drawings, snd the ends of sald ribbon
brought together under the seal before the latter s
affixed and impressed, or each sheet must be Impressed

Rev. 14, Oct. 1867




paati h&waeu ﬂw dntn of execu-

tion of oath and the filing date of the applica-
tlon should be checked for eom lisnce with

Rule 65(¢).  ¥f an unreasonable time ‘has
ela the Exammer should call for 8 new
‘What constitutes a ressonable time is a
nestmn of judgment to be determined by ali
the circumstances in the particular case. (Five
weeks: plus time of transmission in the msils
was considered reasonsble’ upderithe circum-
stances of Ex parte Heinze, 1919 C’.D 67 265
OG 1458). ' Note 602.05(a
“Tf no date of execation &p "pe&i's, app]mmt is
required to file either » new oath or a certifi-
cate from the notary ‘giving the actua? date

when the oath was taken. _
602.05(a) Oath in Divislon and Con-
tinuation Cases

Where the date of ﬁlmg the a thcatlon is
not the date that determines the statutory
twelve months’ period, as in divisional and
continuation cases, it is immaterial, so far as
concerns the acceptability of the oath how
long a time intervenes between the execution
of the oath and the filing of the application.

When a divisional application is identical
with the original application as filed, signing
and execution of the oath in the divisional case
may be omitted. (See Rule 147, 201.06.)

I% a streamlined continuation appllcatlon, the
oath or declaration of the parent application
can be used. Therefore, signing and execution of
z new oath or declaratira in the streamlined
continuation is not roquired. See 201.07.

603 Supplemental Oath

Rule 67.  Bupplemental oath for matter not originally
claimed. (a) When an applicant presentg a claim for
matter originally shown or deseribed but not substan-
tially embraced in the statement of inveuntion or claim
originally presented, he shall file a supplemental oath
to the effect that the subject matter of the proposzed
amendment was part of his invention ; that he does not
know and does not belleve that the same was ever
known or used before his Invention or digcovery thereof,
or patented or described in any printed publication In

Bev. 13, July 1867

; he'date: ﬁm;mumﬁenmmm
mmmmmmwmormmw
mﬂmmeMMmm&gw
to hie applicstion: in the: United Stutes, apd has not
been abandoned. . Such supplemental ostl-shiuld s
company..and properly. identify the propesed amend-
ment, otherwise the pwwed ammdment my b& m-
faged congideration. - ‘

(B Inmmﬁewthheremuﬁmdmyhe
made on. mfarm&tﬁonaaﬂ beuet by an. appuant other
thaninvem

“Rule' 67 reqm in t’he supplementa} oath
substantlally all the data called for in Rule 65
for the onﬁuml oath. As to the pu te be
served by the supplemental oath, the Examiner

should bear in mmd that it cannot be avaxled
of to introduee new ‘matter mto an app catmn

603 Gl Supplemenm! ﬂaﬂn Fﬂed After
Ailawmee

Smce the decision mf»Cuttar Co. ¥,
pohtan Electric Mfg. Co., 275 Fed. 158, many
supplemental oaths co em;i the clmms in: the
case have been filed after the case is allowed.
Such oaths may be ﬁled as a matter of right
and when received they will be Iaoed in the
file by the Issue Bran , but thezr receipt will
not be acknowledged to ‘the party filing them.
They should not be filed or considered as
amendments under Rule 312, since they make
no change in the wording of the papers on
file. See 714.16. ,

604 Administration or Execuhon of

Oath

Egtract From Rule 66. Omcers autkonzed to ad-
minister catks. {(a) The oath or affirmatien msay be
made before any person within the United States au-
thorized by law to administer oaths, or, when made in
a forelgn country, before any diplematic or consuler
officer of the United States authorized to administer
oaths, or before any. officer having an official seal aud
authorized to administer oaths in the foreign country
in which the applicant may be, whose authority shall
be proved by a certificate of a diplomatie or consular
officer of the United States, the oath being attested
in all cases in thig and other countries, by the proper
official seal of the officer before whom the oath or
afirmation is made. Such oath or affirmsation shall be
valid as to execution if it complies with the laws of
the state or country where made. When the person
before whom the cath or afiirmation is made In this
country is not provided with a geal, his official charac-
ter shigll be established by competent evidence, as by




- When ‘the person before whom ‘the oath or
sffirmation iz mzde in this country 'is not H‘m-‘
vided with & seal, his official character shall be
established by competent evidence, as by a cer-
tificate from a clerk of ‘& court of record or
other proper officer having a seal, except as
noted 1n 604.03{a), in which situations no seal
. When the issue concerns the au-
rson administering the oath,
the Examiner should require proof of Author-
-ity. Depending on the jurisdiction, the “seal”
may be either embossed or rubber stamped. The
latter should not be confused with a stamped
legend indicating only the date of expiration of

is necessary
thority of the

the notary’s commission. R
-See also 802.04(s) on foreign executed oath
and sesl. In some jurisdictions, the seal of the
notary is not required but the official title of
the officer must be on the oath. This applies to
Alabama, California (certain notaries), Lou-
isiana, Maryland, Massachusetts, New JerSeg,
New York, Ohio, Puerto Rico, Rhode Island,
South Carolina and Virginia. ‘ :

604.02 Venue

That portion of an cath or gﬂidavit indicat-
ing where the oath is taken is known as the
venue. Where the county and state in the

venue agree with the county and state in the

seal, no problem arises. If the venue and seal
do not correspond in county and state, the
jurisdiction of the notary must be determined
from statements by the notary appearing on the
oath, or from the listing at 604.03. Venue and
notary jurisdiction must correspond or the
oath 1s improper. The oath should show on
its face that it was taken within the jurisdic-
tion of the certifying officer or notary. This
g;aay be %‘iven either in the venue or in the

y of the jurat. Otherwise, a new oath, or
a certificate of the notary that the oath was
taken within his jurisdiction, must be required.
Ex parte Delavoye, 1906 C.D. 320; 124 O.G.
?26; Ex parte Irwin, 1928 C.D. 13; 367 O.G.

01.

604.03 Notaries and Extent of Juris-
dietion

The extent of the jurisdiction of the notaries
in the various states is given below.

Alabama (a) " ‘Missouri (e)
Florids (b) - - Nebrasks («)
Hawaii {c¢) Ohio{f)
Yowa (d) o Tennesses (g) .
Kansas (e) L Virginia (h)
entuckv (d) West Virginia (d)
STATEWIDE

All ot-hér states

" (a) Alabama and Nebraskas notaries are ap-
pointed for counties and for state at large.

{b) Florida notary commissions are cus-
tomarily for state at large but may be restricted -
by commission to less than the state at large.

. é;:) In Hawsii it is generilly limited to the
judicisleircwit. =~ 0 0 o

‘ %@) In Towa, Kentucky and West Virginia it
is limited to county for which appointed, but
notary in any county may qua‘liFy ‘and act as
notary in any other county..

{e) The jurisdiction of Kansas and Missouri
notaries is coextensive ‘with county of appoint-
ment and adjoining counties. =

(f) InOhio, notaries other than attorneysare
appointed by the Governor for & term of 5 years
and have power to act only in county for which
appointed. An attorney or any person certified
by a judge of the court of common pleas of the
county in which he resides as qualified for the
duties of official stenographic reporter of such
state, may, however be commissioned for the
entire state. The extent of jurisdiction is stated
near the notary’s signature.

(g) Tennessee notary publics commissioned
in one county may file in county court of any
other county and thereupon may exercise the
function of his office in such other county. In
such cases, however, notary must attack to his
certificate a statement that he is qualified in the
county in which he acts. Notaries at large are
commissioned by the Secretary of the State.
Notary's signature must indicate that he is so
qualiﬁ’ed. Special seal is prescribed by the Sec-
retary of State.

(h) In Virginia, notaries are limited to city
or county for which appointed except that
notary for city may act i county or city con-
tiguous thereto, and a notary for a county may
act in city contiguous thereto. Notaries may be
appointed for two or more counties and cities or
for the state at large.

Rev, 12, Apr. 1867



a) Notarial Powers of ‘Some

Public Law 506 (81st Con%m, Second Ses-
1}

i sion) Article 136: (a) The IOWing Sersons

LR active duty in the armed forces .. . shall

have the general powers of a notary public and
of a consul of the Urited States, in the (Ye -
formance of all notarial acts to be executed by
members of any of the armed forces, wherever
they may be, and by other persons subject to
this code [Uniform Code of Military Justice]

outside the ccntinental limits of the United

States: :

(1) All jndge advocates of the Army and

Air Force;: . . ... ..
(2) All law specialists; .~ .
(3) All summary courts-martial;

(4) All adjutants, assistant adjutants, act-

ing adjutants, and, s‘emml adjutants;

(5) All commending officers of the Navy
and Const Guard; = =~ .. . =

(6) Al staff judge advocates and legal offi-
cers, and acting or assistant staff judge advo-
cates and legal officers; and = . : ‘

(7) All other persons d&s_i%x;ated. by regula-

tions of the armed forces or by statute. .

(d) The signature without seal of any such
person acting as notary, together with the title
of his office, shall be prima facie evidence of

his authority.

604.04 Consul

- 'When the oath is made in a foreign country,
the authority of any officer other than a diple-
matic or consular officer of the United States
authorized to administer oaths must be proved
by certificate of a diplomatic or consular officer
of the United States. Rule €6,604. This proof
may be through an intermediary ; e.g., the con-
sul may certify as to the authority and jurisdic-
tion of another official who. in turn, may cer-
tify as to the authority and jurisdiction of the
officer before whom the oath is taken.

604.04(a) Consul-Omission of Cer-
tificate

Where the oath is taken before an officer in
a foreign country other than a diplomatic or
consular officer of the United States and whose
authority is not authenicated. the application
is nevertheless given a filing date for purposes
of examination. The examiner, in his first

Rev. 12, Apr. 1947

‘informal
“a diplomatic
States; Rule

thentication b
of the ‘Unitedy

serve his original . © Applicant
should therefore request ret the oath for
this purpose. Such: request must be sccompa-
nied by.an order for a.copy of the oath to be
retained in the file until the properly authenti-
cated oath is returned.. See section 604.04(a),
MPEP. - After. the cath; has been authenti-
cated, it: should be returned. premptly: to the
Patent Office. . .. ool
request for. return. of the oath; together with
the application file and.the copy of. the cath,
is submitted through the Group Manager to the
Director of the Patent. Examining ‘Operation.
If the request is approved by him, the oath wiil
be returned by the examining division. .
_ - The filing of a declaration by 'the applicant
in lien of an authenticatien of the'original oath
cannot be accepted since the authentication is
essential to preserve the original filing date.

604.05 Consular Fee Stamp:

All papers executed on or after June 28,_ 1.9“55,
that formerly required the consular fee stamp,
are acceptable without such stamp.

604.05(a) Omission of Consular Fee
" Stamp R

In applications executed shroad prior to June
28, 1955 before a counsular officer and in which
a consnlar fee stamp is required but from
which the required stamp is lacking, the Ex-
aminer should not require a consular fee stamp
te be furnished. The applicant should be in-
formed that the oath or authentication, as the
case may be, does not carry the required con-
sular fee stamp and that the applicant should
obtain a statement from the consular officer
that a fee starnp had been affixed when the
paper was execufed.

604.06 By Attorney in Case

The language of Rule 66 and 35 U.S.C.
115 is such that an attorney in the case is no
longer barred from administering the oath as
notary. The Office presumes that an attorney
acting as notary is cognizant of the extent of his
authority and jurisdiction and will not know-




be voxd becmwe of ‘being sdxmmstered by the
sttorney in a jurisdiction where the law holds
this to:be invalid, the proper dction for the
Ofice to take is to strike. the application since
there is in effect no proper. app ication before
the Office and the Examiner will refer the file
to the Solicitor’s Office to initiate such action.
Riegger v. Beierl, 1910 C.D. 12; 150 O.G.
26.) See Rule 66 and 604,

605 Applicant

R;alc 41 Agzplicant for mtem‘. A patent mmt be
applied for and the application papem must be agned
and the necessary oath executed by the actual inventor
in afl casés, except &8 provided by rules 42, Q. amd
47.  See rule 147. ’

Unless the contrary is indicated, the word “nppii-
cant® when used: in ‘thesge Tules refers to the inventor,
Joint inventors whe have applied for a patent, or to
the person mentioned in rules 42, 43, or 47 who hes
applied for a patent.in place of the inventor. |

Eztract from Rule {5. Joiat inventors, . (a): Joint
lnventurs must apply for a patent jolntly and each
must sign the application pepers and make the re-
quired oath; neither of them alone, nor. less than the
entire number. can apply for a patent for an inven-
tion fnvented by them Jjointly, except as provlded in
rule 47.

For convertibility from a joint to sole or sole
te joint application, see 201.03.

Rule 46. Assigned inventiones snd potents. In case
the whole or a part interest in the Invention or in the
patent to be iesued 1s assigned, the epplication must
stil! be made by the inventor or one of the persons
mentiened in rules 42, 43, or £7. However, the patent
may be issued to the asgignee or jointly to the inventor
and the assignee as provided In rule 334

This section concerns filing by the actual in-
ventor. If filed by other, see 408.03.
Nore
Streamlined continuation application, 201.07.

Disposition of application by inventor, 301.
Inventor dead or gxsane, 409. ’

605.01 Applicant’s Citizenship

The statute (38 U.S.C. 115) requires an ap-
plicant to state his citizenship. Where an

°.02 8 Applwam’a Remdemse

" Applicant’s place of residence jnct to be con-
fused with his Pest Oﬁce address) can be fur-
nished by the attomey In the case of an ap-
plicant who is in the U.S. Army or U.S. Navy,
4 statément ‘to fthat” effect is sufficient ‘as’ fo
residence. = For changg , of,, : m;g!eme see
71702(b) e ,

605, “03 Appheant Post Qﬁ‘iceAdeimsa

Apphcant’s pnat ‘office. address ‘eans under
Rule 61; that ; a&dmss at whlch he cusmmanly
receives hie' mail, :

-The object of qurmg apphcxmt’s pmt af
ﬁce address is'to enable the Office to-comimuni-
cate 'direéctly ‘with the applicant if desired;
hence, the ‘sddress of ‘the sttornéy with in-
‘:tructlom to send commumcatlons to apphcant
in care of the attorney is not sufficient.

" If the post office address is entlrely omitted
it must be supplied by a letter over the appli-
cant’s own signature. Where, however, having
given complete data as to his residence, the
applicant identifies his post office address only
by street and number, it is assumed and so
accepted, that the city and state of his resi-
dence are the city and state of his post office
address.

Any amendment of the post office address re-
quires the signature of the applicant himself.

605.04 Applicant’s Signature and

Name

Rule 57. Signature. The application must be signed
by the applicant in person. The signature of the oath
will be accepted as the signature to the app!lcatlon
provided the oath is aitached to and refers to the
petition, specification and clatm to which it applies
Foll names must be given, Including the full first
name without abbreviation, and the middle inftial or
name if any.

Rulo 76. Signeture o the epecification. When the
oath iz attached to and refers to the petition, specifica-
tlon and claim te which it spplies, the specification
need not he signed. Otherwise it must be signed by the

applicant in person.

Bev, 13, July 1067




The sm ie szgn ure for%

~cuted only’ kamuaﬁcheii

catxon 48, the last %u ge there ﬁ.
slmwn as No. 1 m g

All apphcatlons whach dlsclose the full ﬂ[
and last names with middle initial or name,
if any, of the applicant at any place in the

spplication ; papers. Will :be. recpived and con-
sidered as s sufficient compliance wlth Rules
57 ‘and 76 of the Rules of Practice.

Whentheﬁdlﬁm:mmaofthenpplmnt

does not alﬁar either in the signature or else-

pupers the,. Examiner. will, in
ial :agtion, reguire. an ammdmen
oveJ: gpp‘imng’s signature, sugpl  the omis-
sion, and he will not pess app ication to
issue untll the omxssmn has been su pp lied
un]ess o statement be filed over the ap E :cant’
own signature setting forth that his full first
name is 68 s:gned or’ what is in fact his full
first name.

- No affidavit should be reqmred :

~ The requirement should be ‘made: only when
for the first name in the signature a mere ini-
tial appears or what can be: on]y an abbrevia-
tion of 2 name,

Rule 57 reqmres “fu]l names”, The ful] first
name must appear somewhere in the papers as
filed. Othermse, appropriate amendment is

m?n an applmahon where the name is the-
written with a middle name or initial, but the
signature’ is withotit such middle name or ini:
tial, action should be taken as follows:

In the first Office letter, call attention to the
lack of uniformity and request information
over the applicant’s signature as to the correct
form of his name, together with any necessary
amendment.

_If applicant, in reply, gives the name with-
out the middle name or initial unaccompanied
by any instructions to amend the typewritten
name, the reply may be interpreted as a dirse-
tion to cancel the middle name or initial from
the preamble; thongh such amendment is not
material, gince the preamble is no longer
printed in the patent. It is necessary how-

Hev. 13, July 1967

-In cases where an applicant’s name has been
changed after his application has been filed
and the applicant deésires that the patent when
issued carry an endorsement as to the change
in'his name, he must submit a recording fee
accompanied by either an affidavit signed with
both names and setting forth the. ‘procedure.
whereby the change of name was effected, or a
certified copy of the Court order. Such papers
are recorded by the Assignment Branch where
the new name is added on the file wrapper.
The Assignment Branch forwards the file to
the Application Branch for a change in thezr
records.

No change is made on the face of the fils
by the Clerk of the examining group. A suit-
able endorsement being made by the Assignment
Branch. When ready for aliowsnce, the case
should be sent to the Drafting Branch for the
addition of the new name to the drawing.

Whers the change of name is merely by
amendment, such as the addition of a full first
name or a middle initial and no affdavit is
required. the file is sent to the Application
Branch for a change in their records and if
the application is assigned it will be forwarded
by the Application Branch to the Assignment
Branch for a change in assigninent record.




It is perm
title ‘of nabili

»

rmissibl

 for an applicant to use o
other title, such as “Dr.”,

in_connection
will Dot appesr

605.04(f) .

The title

L ations——Order of Names
It is not essential ‘that the names appear in
the same order in the signatures to the petition,
specification; cath, and drawing. o
“The arder of namnies of joint patentees in the
heading of the pateist is taken from the order

in which the typewritien names appesr in the

original -oath - accompanying the  spplicstion
papers. . Care should therefore be exercised in
selecting the: preferred. order of the typewrit-
ten names of the. joint inventors, before filing,
85 requests for. nt shifting of the
nemes would entail changing numerous rec-
ords in the Office. Since the particular order
in: which the names appear 1s of no conse-
quence insofar as the legal rights of the joint
applicants are concerned, no changes will be
made except for good reasons and by permis-
sion of the Commissioner. It is suggested that
all typewritter and signed names appesring
in the application papers should be in the same
order as the typewritten names in the oath.
In those instances where the joint applicants
file separate oaths, the order of names is taken
from the order in which the several oaths ap-
pear in the application papers unless a differ-
ent order is requested at the time of filing.

605.04(g) When Name Is Corrected,
Send to Application
Bramel b

When the name is corrected by amendment,
the file should be sent to the Application
Branch for correction of the name in its rec-
ord. When the name is changed, see 605.04(c).

605.04(h) Signsture to Drawing

Rule 8%. Signeture o drawing. Bignstures are not
required on the denwing If it accompanies and is re-
ferred to in the other papers of the application, other
wire the drawing must be signed. The drawing may
be signed by the applicant in person or have the name

or myhe piaced mwm bwer margidai

‘plced:in the lawer Fight:
‘marginal line,

hand corner of sach sheet vyitmnam

‘the application. . Moreover, it cannot include &

middle name if the other signaturve include
only & middle initinl consistent therewith. It

can, however, include initials for the first and
middle names. Drawings filed without the in-

middle name

vehtor's ‘name theretn, ‘will: have the' naine

applied in pencil by the Mail Branch.
en the drawing is signed by the inventor

in person the name of the attorney is not per-
mitted i;'o,apPea,r themn. 5 .

The drawing may be signed by the appli-
cant, attirney, or agent in''person- after the
drawing ‘hiss been ‘filed. ' The signature mneed
not be dated.” Erohibitionfggs’inst;@i;aﬁﬁ
name of the atiorney on drawing ia discusse
at 608.02(u). For return of drawing to appli-
cant for signature see 608.02(y).
. The name. or signatare of the inventor must
be identified as such by an appropriate legend.
Each sheet must be signed when the signature
is necessary. The printed name of -the in-
ventor without & signature is also.acceptable
ail;ld may sppesar, if desired, only on the first
sheet. = :

605.05 Administrator, Executor, or
Other Legnl Representative

In an application filed by a legal representa-
tive of the inventor, the specification should
not be written in the first person. Instead of
the usual “I have found,” the wording should
be “it was found.” o '

For prosecution by administrator or execu-
tor, see 409.01{(a). = ' :

For prosecution by heirs, ses 409.01(a) and
409.01(d). | o

For prosecution by representative of legally
ineapaeitated inventor, see 408.02.

For prosecution by other than inventor, see
409.03.

605.05(a) Signature of Legal Repre-
sentative

If the drawing is signed by the legal repre-
gentative it must follow this form:
John A. Jones, decessed,
by Mary A. Jones, Administratriz.

Rev. 11, Jan. 1067
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t if the case is otherw issue
605.06  Filing by Other Than Inventor

606 Title of Invention - I

.. Rula 78(a). The title of the invention, which should
be as short and specific ag possible, should appesr 86 &
‘eading on the first page of the epecification, 1£ it does
not otherwise appear et the beginning of the applica-

606.01 ExammerMay Requnreﬁ'hange
 inTitle S

Where the title is not descriptive of the in-
vention claimed, the Examiner should require
the substitution of a new title that is clearly
indicative of the invention to which the claims
are directed. . This may result in slightl
longer titles, but the loss in brevity of title
will be more than offset by the gain in its
informative value in indexing, classifying.
searching, etc. If a satisfactory title is not
supplied. i)y the applicant, the Examiner may

the title by Examiner’s Amendment on
or after allowance, : -
. If & change in title is the only change being
made by the Examiner at the time of allow-
ance & Separate Exsminer’s Amendment need
not be prepared. The change in title will be
incorporated in the Notice of Allowance. This
will be accomplished by adding the typewrit-
ten notation in capital letters “AS AMENDED
BY EXAMINER” following the heading
“Title of Invention or Improvement” and en-
tering thereunder the title as changed by the
Examiner who should initial the face of the
file wrapper.

However, if an Examiner’s Amendment must
be prepared for other reasons any change in
title will be incorporated therein.

Rev. 13, July 1807

is

it k1

R
ﬁ% ‘ 4,d&zms'not: apply ©
5 +'filed ‘om’ oFalter | October '8,

subject to the following fees and prac-
ud-

filing an spplication, a basic fes of

‘ o presr 0) dla
g ore than (1) in inde
"cggms in excess ‘o(f the sbov

the time of fili addi

of one, and a'$2 fee for each claim in excess of
t_:en.(log, laims (whether independent or de-
Upon submission of a

g}x@molv he
T RIS & mdy
- 82._for esch:claim pending in
o cototal number slready paid for. o (Tt
. -should be recognized that the basic
- $65 fee &ays for ten {10) claims, one
of which may be independent, re-
gordless . of the number  actuslly

Amendments before the first action, or not
filed in response to an Office action, presentin
additionsl claims in excess of the namber al-
ready paid fot, not accompanied by the full ed-
ditional fes due, will not be entered in whole or
in part and ap?lic.untwiﬂ be so advised. Such
amendments filed in reply to an Office action
will be regarded as not respounsive thereto and
the practice set forth in section 714.08 will be
followed. : e

The additional fees, if any, due with a
smendment’ are calenlated on the bagsis of the
elaims (total and independent) which would be
present, if the amendment were entered. The
amendment of a claim, unless it changes a de-
dendent clrim to an independent claim, and the
replacement of a claim by a claim of the same
type do not require any additional fees.

For puglposes of determining the fee due the
Patent Office, a claim will be treated as depen-
dent if it contains reference to one other claim
in the application. A claim determined to be
dependent by this test will be entered if the
fee paid reflects this determination.

Any claim which is in dependent form but
which is so worded that it, in fact is not, as for




~ the fees due in connection with a subsequent

p;md&t ] clmms, upon
saz aﬂidltmnal fee.

; & requirement
elected claims will be included in determining

amendment unless such clzims are canceled.
The additional fees, if .any, due with an
amendment are required prior to any consider-
ation of the amendment by the Examiner.
Money paid in connection with the filing of
a proposed amendment will not be refunded

by reason of the nonentry of the amendment..

607.01 Fee Exempt
: 'Ihem were two types of Fee Exempt appli-
clttons (a) those filed under 35 U.S.C. 266,
repealed as of October 25, 1965 and (b} those
filed under a ruling of the Comptroller Gen-
eral’s Opinion B~111,648 also abrogated as of
the same date:

Ficep Uwnper 35 U.S.C. 266

385 U.B.C. 266. Issue of patents without fees to Gor-
ernment employees. The Commissioner may grant,

42.1

.  poses without the payment to him of any. foyalty
- for restmctlon, non-

- patent.
-1928. Repealed October 256, 19463.)

thmmn, which stipulation. slmil be included In the
{Based on Act Mar. 8, 1858, amended Apr. 80,

In revising such applications for issue, the
specification should checked to assure the
presence of the substance of the following
statement thersin:

“The invention described herein may be
manufactured and used by or for the Gov-

-ernment for governmental purposes without
the peyment of any royalty thereon.”

If the substgn%e of such a ﬁtai%enixlant daxgs
not appear as the first pa aph of the
catmgpeaffer” the absilh)mﬁggu% is pmnm

where in the specification or record, the same
should be entered, by Examiner’s Amendment,
as the first pamgraph of the specification after
the abstract.

If the substence of this statement is not
present at any point in the record of the ap-
plication, an acticn should be made requiring
such statement, signed by the applicant, and an
amendment directing insertion of same as the

Rev. 13, July 1967




, AgEncy ; 0

(2) -Where. the mventlon and ypplication
are the result' of ressarch spomsored and fi-
nanced by the Govemxﬁmnt l:mdreex;ucionttrﬁct o;
agreement requiring that the ts thereo
be made available to the public, and the appli
cation contains a clause edxcatmg the inven-
tion and patent to be grasted to the free use
of the people in the territory of the United
States.

Begmmng October 25, 1965, there are 10
er any applications which are exempt from
ling fee or the issue fee. Apphcat:ons filed
e this date without the filing fee under the
provisions _previously in_effect are subject to
payment of the issue fee if the natice of allow-
ance is dated on or after October 25,1965. -

The following two sections (607. Ola, 607. Olb)
are applicable only to old cases.

607.01(a) Inventor Leaves Service of
United States

An opinion of the Attorney General, dated
January 14, 1986, rules that an application
filed under the Act of 1883, as amended, now
35 U.S.C. 266, which meets the requirements of
this statute as to the status of the inventor at
the time of filing, is sufficient warrant for the
issuance of a patent to the inventor if the in-
vention claimed therein is found patentable,
whether or nct he is in the service of the
United States at the time the patent issues.

607.01(b) Fee Exempt Changed to
Fee Filed

Where an application was filed under 35
U.S.C. 266, the regular filing fee can be subse-
quently pmd and proper amendment made by
the inventor, concurred in by the Head of the
Department concerned, cancelling the offer of
dedication, the fee bemg entered on the file
and éhe original date of the application re-
taine

- fawwention,

for pataﬂ the inventor gaves 88
‘revelation ‘or dis

basis in the umgma
mvolve new matter.
catwn woi

eia“smsmd mngsaﬂasﬁledmmlete&e
Rale 118, 608.04. ’ P |

6@&01 Specnﬁeaﬁon

m 1. Detam dmcrﬁﬁtm M Mﬁmm o! m :
{2) The spocification must include n well-
ten: description of the invention or diseovery and of
the manner gnd process of me¥ing and vsing the
maee, and s requived to be in such foll, clesr, con-
clee, end exact terme as o enable any person shilled
in the art or sclence to which the invention or dig-
covery apperteing, or with which it is most nearly
coapected, to make and use the same. - -

{b) The specification must set forth the preclse in-
veation for which a patent in solleited, in such manner
as to distinguish it from other inventions and from
what is old. It must describe completely 8 specifie
emhodiment of the process, machine, manufaciure,
composition of matter or fmprovement invented, and
must explain the mode of operation or principle when-
ever applicable. The best mode contemplated by the in-
ventor of carrying out his invention must be sat forth.

{c) In the ease of an improvement, the gpecification
muast particalariy point out the part or parts of the
process, mackhine, mapufacture, or compositlor of mat-
ter to which the inprovement relates, and the descrip-
ton zhould be confined to the specific improvement and
to such parts as necessarlly cooperate with it or as may
be necessary to a complete understanding or deserip-
tion of it. ' '

Certain cross notes to other related applica-
tions may be made. References to foreign ap-
plications or to applications identified only by
the attorney’s docket number should be re-
quired to be cancelled. Rule 78,202.01.

Rule 58. Language, poper, writing margins. (a)
The petition, specification, and oath must be In the
¥nglish language. Al papers which are to become a
part of the permanent records of the Patent Office must
be legibly written or printed in permanent ink.

licant ma.

Bew. 11, Jon. 1067




and. in!tialed r signed and dated b3
ndicate woch fact. (Ree Rele 30
I gt that specifcains ma
i1
shonlg be placed a.t the center eggfeha bottom
of each p It is 2 common practice and
a commend leone,fg,_v nSes ‘,tw nupbareli
thelmesofeachpage‘ : Tines of
claim).: A top:margin of at: lmt 1% ‘inches
shonld: be reserved om each page to preveat
xmble mutilation of text when. the papers are
u;x;ched for:insertion i 1:«!? ﬁk]wke:ed -
mimeogra] xeroprin wulti-
or good ¢ t?;rma G:sf repro-
c(;lon are acceptable pmvi ad the paper used
has a surface. such that amendments may be
written thereon -in - ink.:So-called “Easily
Erasable” paper: having a- special :coating so
that erssures can be made more easily may not
provide a “permanent” copy. Rule 52(a). If
& light pressure.of an ordinary (pencil) eraser
removes the imprint, the examiner sho
soon ‘as this becomes evident, notify apphcant
that it will be necessary for him to order a copy
of the specification and clasims to be made by
the Patent Office at his expense for incorpora-
tion in the file. It is mof necessary to return
this copy to applicant for signature.

See in re Benson, 1959 C.D. §; 744 O.G. 353.
Reproductions prepared by heat-senmtlve, hec-
tographic or spirit duphcatwn processes are
also not sat:sfactory

As stated in Rule 52 the specification as well
as petition and oath must be in the English
language. ‘

The speclﬁcahon is sometimes in such faulty
English that a new specification is necessary,
but new speciiications encumber the record and
require additional reading, and hence should
not be required or accepted except in extreme
cages. ‘

The requirement that the specification must
be in the English language is not satisfied by
the filing of a signed specification in a foreign

Rev, 11, Jan, 1867

o ambiy, huvx

" e :
phcant under any eircu e, he'Bhonld
tain a line for line copy themf, éach lx.n j;mf-
- been consecutivaly numbemd on
In smending, the dttorney or the
aF hcaht requests mset'tmns, cancellstions, or
teratmns, giving the page and the Hpe, 7
“Rule '52(c) reiating’ to interlineations wa.nd
other ‘altetations is strictly enforced. ‘See-
reSWanbér I%USP’Q 364,

Rulﬂ 7. Arranm appﬂoauon - The fouow
ing order of arnmgement sho 1d be obgerved in fram~
ing the applicaﬁaﬁ o e

tion ‘smﬂng the name, eltizenehip, and resiﬂem:e o he
applicant and the titie of the im'entmn may be used
(b) Abstractotthe- disclosm-e o
()] Cross-reterences to related applicatlons, ir any
Ad). Brief summary of the invention.
(ey Brief descripﬂon of the several views of “the
drawing, if there are drawings.
(£) Detalled descripﬁon
(g) Claim orclatms.
(h) Signature., (See’ rule 76. )

Noxe

Dosxgn patent speczﬁcat:on, 1503.01.
* Plant patent specification, 1601.5.
- Reissue patent specification, 1401.06.

The fullowmg order of arrangement is pref-
ersble in framing the specification and, except
for the title of the invention, each of the lettered
items should be preceded by. the headmgs
indicated. .

(a) Title of the Imentmn

(b) Abstract of the Disclosure.

(¢) Cross-References to Related Applica-
tions (if any).

(d) Background of the Invention.

1. Field of the Invention.
2. Description of the Prior Art.

(e) Summary of the Invention.

(f) Brief Description of the Drawing.

(g) Description of the Preferred Embodi-
ment(s).

(h) Claim(s).
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The submission of an “Absﬁraot ef‘ ﬂm _st~

ﬂm : Oﬁoe wtmn shoal
gion of a. brief shatract of
ﬁeclﬁcataon, the ab-
after the title of
the disclosure in a
Ve I ) the, heading “Ab-
» Disc ponses to such
actions should be trested under Rule 111(b)

practice like any other formal matter.’

stract to a pesr in
the mventi%n anei

Applications sometimes include statements -

to restrict the use of the abstract in
interpreting the scope of the claims. Because
Rule 72(b) expressly prohibits this use of the
abstract, statements of this type are uncalled
for and should nof appear in the printed patent.
Whenever any such restricting statement con-
cerning the claims appears in the portion of an
apphcatmn that appear in a printed pat-
ent, cancellation will be uired, or the cancel-
lation shall be effected by iner’s Amend-
ment if the application 18 othzrmse ready for
allowance.,

Under carrent practice, in all instances where
the application contains an abstract when sent
to issue, the abstract will be published in the
Official Gazette instesd of a claim.

Upon passing the case to issue, the Examiner
should see that the abstract is an sdequate and
clear statement of the contents of the disclosure
and generally in line with the guidelines in the
following numbered parsgraphs; the abstrect
shall be cha.nged by the Examiner’s Amend-
ment in those instances where deemed necessary.

1. The purpoee of the sbstract is to provide s
nonlegel technical statement of ths mtema of

attempting

sui}se@ent descnptlm, 8
“Guidelines for Drafting a
plication Under the Revised Rules” 5.
4. Especially in the chemical field, the ab-
stract should includa a statement of the utility
of the subject matter of the disclosure, particu-
larly that which is related to the invention.

5. The abstract should be separate and inde-
pendent of the “Summary of the Invention.”
One of the purposes of the abstract is to deter-
mine quickly the nature and gist of the techmca.l
disclosure.

608.01 (e} Backgrouml of the ‘Inven-
tion

" The Baekgmun& of the Inven!;wn ordmarﬁy
comprises two parts:

{1} Field of the Invention: A statement of
the field of art to which the invention pertains.
This statement may include a paraphrasing of
the applicable U.S. patent classification defini-
tions. The statement should be directed to the
subject matter of the claimed invention.

(2) Description of the Prior Art: A para-
graph(s) describing to the extent practical the
state of the prior art known to the applicant,
mcludmg references to specific prior art where
appropriate. ‘Where applicable, the problems
involved in the prior art, which are solved by
the applicant’s invention, should be indicated.

Ses aleo 808.01(a).




WM@ the mﬂm deacrlgtion.
mwmmﬂmmm
with the tavention a5 clatmed end mmm
mumammum&

Sinee the purpose of tha h'.mt summary of
invention is to appms & ublic, and more
especislly those interested in the particnlar art
to. whwh the inventmn relutgséof the natore of
the invention, the summary should be directed
mtbeapecxﬁcmventwnb::ﬁcmmed in con-
tradistinction to mere gen h would

: adi ,;;pphcabla to nnmerous meedmg
patants. is, the subm matter of the in-
vention should be described in one, or more
clear, concise sentences or paragraphs, Siereo-
type& general statements that would . fit one
case 8 well as another serve no useful purpos

and may well be required to led as
1"."" nd, i ’ﬁe.Mmb& an;y {ltumi-

The brief sanmmry, lf pmperly wntten to
set out the exact nature, operstion and purpose
of the invention will be of ‘meaterial assistance
in aiding ready understending of the patent

in future searches. See 905.04. The brief

summn? should be more than & mere state-
ment of the objects of the invention, which

statement is also permissible under Rule 73.

The brief summary of invention should be
consistent with the subject matter of the
claims. Note finel review of application and
preparation for issue, 1302.

608.01(e) ,Reservation Clawses Not
Permitted

Ryls 79. Reservation olgusse not permitted. A res-
exveiion for & foture application of subject matter dis-
closed but not claimed in e pending application wili
not be permittad in the, petding application, but an
application dlaclocln; unclaimed subject matter may
contaln a reference to a later filed application of the
same epplicant or owned by a common aseignee dis-
closing and clalming that subject matter.

608.01(f) Brief Description of Draw-
fngs

Rule 74 BReferenve to drewings. When there are
dvawingy, there shall be a brief description of the
peveral views of the drawings and the detailed de-

Bev. 16, Apr. 1968

A detailed description of the invention md
follows the ral am:&ment of in-
vention and brief description of the dras
This detailed &eamptwn, wired by Rul
608.01, must be in such pnmculanty as to en-
sble’ amy person skifled in the pertinent art or
sc}enw to make and_l tHe twn without

R’ g corrections, however,
should be redquin .the Examiner, but it
mnst he remeinbered "that an ezzmination is
not made for the purpose of securing gram-
matical perfection.

The reference charmcters must be p rly
applied, no smgle reference charscter &mg
used for two difierent parts or for a given part
and a modification of such part. In the latter

case, the mfemnce character, & gphed to the
gwen art,” with a prime affixe advan-
tageous N4 be applied to the modification.

ry feature specified in the cleims must be
mustmted but them should be no superfinous
ilinstrations.

Restrictive statements or express limitations
relating to the scope of the invention claimed
should be omitted the a efphc&twn. Hthe
limitations are only intended as statements de-

signed to have no effect in the interpretation of
t,he; claims, the language is whally unnecessary
and should be canceled as surplusage. On the
other hand, if the statements are to be used in
the interpretation of claims, said statements are
c}earI improper and should be deleted. Title

.C. 112 requires that an pghmt shall
pmlcuiarly point out and distinctly claim the
gubj ect, matter or combination which he claims

as invention or discovery (see 608.01(k)).
Whenever any such restrict: sﬁatment con-
cerning the claims appears in t. ion of an
application that would appm Im e &ﬂmmd
patent, cancellation will be required, or the can-
cellation shail be effected by KExaminer's
Amendment if the application is otherwise
ready for allowance.




’ﬁw&amphoamadwﬁm for elaimt

and should

bamfwaitemsum&mﬂwemm

Rule 75 i §08.01(i), 80391{02 and 1802.01.
(p).

Nore~—Completeness 608.01 |
608.01 (k) Mode of Operation of In-
vention

The best mode devised by the inventor of
arrying out his invention must be set forth
he description. Current practice is to ac-
eept an operative example as suﬂicxent to meet
this reguirement.

In chemical cases, complete data necessary
for the reparation and use of at least one ex-
amxs» the invention should be presented.

ore.

—Completeness 608.01(p).
608.01 (i) Claims [R-18]

Rule 75. Olaim{s}. (a) The specification must con-
clude with & claim particolarly pointing out and dis-
tinetly claiming the subject matter which the applicant
regards as his invention or discovery.

(b} More than one claim may be presented provided
they differ substantially from each other and are not

undaly nyaltiplied.

322987 €5 - 8% - 2

vide clear suppost auntewﬁgdz

46.1

my bﬁe'p&&wﬁ in”m&m’ form In which & claim
; ,wmrbackmmamﬂhermm'maﬁnﬂem

iag. e!ﬂm. Clalme in dependent form shalf be com-

strued to fuclude all the limitations of the claim

ineomorated by reference info the dependent e!a!m.
(&} (1) The claim o7 claims musi conform o the

invention as sot forth in the remainder of the spedﬂm

tion and the terms and phrases used in the claims must
find clear support or antecedent basis in the dmﬂ]b
tion 0 that the meaning of the terms in the cisims may
be ascertainsble by veference to the description.

{2} See rules 141 to 147 as to claimlng different
inventions in one application.

{ey Where the nature of the case admits, as in the
case of an improvement, any independent claim should
contain in the following order, (1) 2 preambie com-
prising a general description of &1l the elements or
steps of the claimed combinsgtion which are conven-
tionzl or known, (2) 2 phrase suck &g “whereiz the
improvement comprises,” and (3} those elements, steps
and/or relationships which constitute that portios of
the claimed combination which the applicant considers
as the new or improved portion.

Note
Numbering of Claims, 608.01 (})
Form of Claims, 808.01(m).

Rev. 18, Oct. 1568



Sec. 35 USC 112 reqmme that t.he apph-
cant shall particulazly point out and distinetly
claim the subject matter which he regards ss
hie invention. ' The portion of the applieation
in which he does’ this'forms the claim or
claims, ' This is an important part of the ap-
plication, as it is ‘the definition of that for
which protection is granted. =

608 01 (D) Ongmal Claims -

‘In estabhshmg a dzsclosure, apphcant may
rely not only on the specification and drawi
as filed but also on the original claims if their
content justifies it.

Where subject matter not shown in ‘the draw-
ing or described in:the specification is claimed
in the case as filed, end such original claim
itself constitutes a clear disclosure of this sub-

ject matter, then the claim should be treated on
its merits, and requirement made to amend the
drawing and apesification to show this mihject
matter.  The. claim should not be attacked
either by ob]ectwn or re;ectxon because this
sub]ect matter is lacking in the drawing and

cification. It is the drawing and specifica-
hem that are defective; not the claim.

It is of course to be understood thet this dis-
closure in the claim must be sufficiently specific
and detailed to support the necessary amend-
ment of the drawing and specification.

608.01 (m) Form of Claims

While there is no set statutory form for
claims, the present Office practice iz to insist

printed. p@tan

the fammt used but: printi

pensa may prevent the dupl mﬁa«muﬁ undalv
g to ale-

mmplex glaxm farmats
‘charncters. wm

ments vecited in the detailed deseription and the
drawings may be used in conjunciion with the
recitagion of the:same element. or group of ele-
ments inthe clnims. - The refersnce characters,
however, should be enclosed within parentheses
sgﬂ as to avoxdhco}?fusmn with dﬁ;:’ gémbfrs or
characters: which may appesr eiapns,
The use of reference ch is.t0 be copsid-
ered s having no, eff the tha
¢laims, ;

l!l 01‘°

C‘imnaé éﬁould pmfembly? amng@é FTREES
der o scope so that the. ﬁmdmm presented is
the bhroadest. Where separate species are
clmmﬁ the. ﬁlanmi of hke e eg s%:{mld i?i)e
gron together where and physicpily
separated by drawing aﬁl between claims or

groups. of elaims. (Both: of these provisions
may not'be practical or possible where several
species claims depend from the same generic
claim.) Similarly, product and process claims
should be separately grouped. Such arrange-
ments are for the purpose of facilitating classa-
fication and examination.

The form of claim required in Rule 75(e) is
particularly adapted for the deseription of im-
provement type inventions. It is to be con-
sidered a combination claim. The preamble of
this form of claim is considered to positively
and clearly include all the slements or steps re-
cited tmrem as a part of the claimed combina-
tion.

See Rejections not based on Prior Art
708.08.

608.01(n) Dependent Claims

Rule 75(¢), reads as follows:

When more than one claim is preseanted, they may
be placed in dependent form in which & claim may refer
back to mnd farther restrict o single preceding claim.
Claims in dependent form shall bhe construed to include
all the lmitations of the claim incorporated by refer-
ence into the dependent claim.

Ree, 15, Jan, 1068




b0s PO TN NP NIRE T TR laim: follows i - s o
ot g whother thare is nctuslly strme  C ified in claims § or 6 (ory

péndentclaim. ' Any claim which-is in depend-
ent form but'which 1s 80 worded that it, in fact iz
jot, us for ‘example it does not include “:;E
limitation of theclaim on ‘which it depends, wi
be required to be canceled as not being ap
dependent claim; and cancellation of any fur-
ther claim depending on sucha dependent clsim

will be‘similarly required. The ,agg;cant may
thereupon amend the claims to place: them in
proper dependent form, or may redraft them as
mdependent elaims, upon payment of any neces-
sary additional fee. it oo

“An essential characteristic of ‘a: proper:de-

endent¢laim is-that it ‘shall include every

imitation of the claim from which it 7
(35 U.S.C. 112) or in other words that it shall

not conceivably be infri by anything which
would not also infringe the basie claim. Thus,

for example, if claim 1 recites the combination
of elements a, b, ¢ and d, a claim reciting the
structure of claim 1 in which 4 was omitted or
replaced by ¢ would not be a proper dependent
claim, even though it placed further limitations
on the remaining elements or added still other
elements. s ny S

The fact that a dependent claim which is oth-
erwise proper might;rﬂéldire a separate search
or be separately classi from the claim on
which it depends would not render it an im-
proper dependent claim, although it might
resuit in a requirement for restriction.

The fact that the independent and dependent
claims are in different statutory classes does not,
in itself, render the latter improper. Thus, if
claim 1 recites a specific product, a claim for the
method of making the product of claim 1 in a
particular manner would be a proper dependent
claim since it could not be infringed without in-
fringing claim 1. Similarly, if claim 1 recites a
method of making a product, a claim for a prod-
uct made by the method of claim 1 coul.dp be a
proper dependent claim. On the other hand,
if claim 1 recites a method of making a specified
product, a claim to the product set forth in claim
1 would not be a proper dependent claim if the
product mlﬁht be made in other ways. Note,
that since Rule 75(c) requires the dependent
claim to “further restrict” the preceding claim,

this Rule does not, apply to product-by-process
claims.

Rev. 18, Oct. 1068

Sand €) i whicho om0
is not' permitted. Sach a claim disguises the
true umber of claims, since it iz in reslity two
claims, 'It is ‘also alternative.- . -

- Howaver, o series of dependent ¢laims is per-
migsible in which a dependent claim refers to a
preceding ciaim which, in turn, refers to an-
cther preceding claim. - : ‘

A claim’ which' depends from a dependent
claim should not be separated therefrom by any
claim which does not also depend from said
“dependent” claim. It shouid | t in mind
that a dependent claim may refer back te any
preceding independent claim. These are the
only restrictions with respact to the sequence of
claims and, in genersl, spplicant’s ssquence
should not be changed.” See 608.01(j).

' ReyrorioN Akp Unsrorson

- If the bsse. claimn has been cancelled, & claim
which is directly or indirectiy dependent thereon
should ‘be rejected as incomplete. If the base
claim is rejected, the dependant claim should be
objected to rather than rejected, if it is ctherwise
allowable.

Examiners are reminded ihat a ‘dependent
claim is directed to a combination including
everything recited in the base claim and what is
recited in the dependent claim. It is this com-
bination that must be compared with the prior
art, exactly as if it were presented as one inde-
pendent claim.

Dependent claims should be carefully checked
when claims are renumbered (Rule 128).
{R~18]

608.01 (o) Basis for Claim Terminol-
ogy in Description

The meaning of every term used in any of
the claims should be apparent from the de-
scriptive portion of the specification with clear
disc?osure as to its import, and in mechanical
cases it should be identified in the descriptive
portion of the specification by reference to the
drawing, designating the part or parts therein
to which the term applies. A term used in the
claims may be given a special meaning in the
description. No term may be given & meaning
repugnant to the usual meaning of the term.




New chims and
slready in the case should e s
only for new matter but also for ne

R o AT g

yet
den

amendment of his specifi ) IAVe
therein clear ‘supporé or antecedent basis for
the new terms appearing in ¢he claims. This is
necessary in order to insure certainty in com-
straing the claims in the Tight of the specifica-
tion. - !Ex parte Kotler 1901 C.D. 62; 95 0.G.
2684. See Rule 75, 608.01(i) and 1502.01. .
,mn“el" 6 stﬂ! o , il wf NP ,! [ .iﬂﬁms
which: crelate: to the scope:of  the invention
damdsorwhxchwwmmmimeggm
mg%«they will be cancelled. See 608.01(g).
608.01 (p) Completeness [R-16]

Newly filed applications obviously failing to
disclose an invention with the clarity required
are discussed in 702.01.

A disclosure in an application, to be com-
plete, must contain such description and details
as to enable any person skilled in the art or
science to which the invention pertains to make
and use the invention.

While the prior art setting may be men-
tioned in general terms, the essential novelty,
the essence of the invention, must be deseribed
in such details, including proportions and tech-
niques where necessary, as to enable those per-
sons skilled in the art to make and utilize the
invention.

Specific operative embodiments or examples
of the invention must be set forth. Examples
and description should be of sufficient scope as
to justify the scope of the claims. Markush
claims must be provided with support in the
disclosure for each member of the Markush
group. Where the constitution and formula of
a chemical compound is stated only as a proba-
bility or speculation, the disclosure is not suffi-
cient to support claims identifying the com-
pound by such composition or formula.

A complete disclosure should include a state-
ment of utility. This usually presents no prob-

48.1

‘ pprop ‘
fication so as to have

lly along with

ion of
naterial may be descri
reference to a coticurrently ‘or previously filed
application by the same inventor wherein: the
detailed preparation-is given.  If a concur-
rently or previously. file «a;lwplication of the
same inventor adequately discloses the prepara:
tim:lp of th?;h starting x_natgrial, a.rlxd reference is
made to such gpplication by serial number at the
ime offilihg, i “’F%ﬁgence"maybémidé%g
amendment

r & statement oW & general
of preparstion of the starting material,
npon & copending application by a

differ may. not ordinarily be made
for 1) of completing the disclosure.

must be fully discliosed in the application with-
out depending upon a reference to a copending
aYplication or to a foreign patent for com-
pleting the disclosure.

Since a disclosure must be complete as of the
filing date, subsequent publications or subse-
quently filed applications cannot be relied upon
to establish a constructive reduction to prac-
tice.

Nore—For problems arising from the desig-
nation of materials by trademarks and trade
names, seo 608.01(v).

608.01(g) Substitute or Rewritien
Specification

Rule 125. Bubstitule epecification. If the number or
nature of the amendments shall render it diffievit to
consider the case, or to arrange the papers for printing
or copying, the examiner may require the eatire speci-
fication or claims, or any part thereof, to be rewritten.
A substitute specificztion will ordinarily not be ae
cepted unless it hag been reguired by the examiner,

The specification is sometimes in such faulty
English that a new specification is necessary,
but new specifications cumber the record and
require additional reading, and hence should
not be required or accepted except in extreme
cases.

A substitute specification that has not been
required, and is not needed, is not entered. See

714.20.
Bev. 18, Oct. 1868




608 ﬂl (s) Restoratnon of Canceled
' Matter [R—Jﬁ]

Canealed text in the speczﬂeatxon or a cam-
celed elaim can be restored only by pmsentmg
the cancelled matter as' & mew mmuon.
Rule 194, 71424

sub;ect matter’ t.hsclosed but m:;; imed in s
pendmg apphcatxon will not be.

plication. Rule 7
ngn&:gs;w?m&hcn cannot be transf

to another apphcatwn, except to & stmmlmed

Rev, 18, (ct. 31948

usbed to identify and

‘rademark: a wor&, Tetter, .symbol or demce
mdopml by one manmfactum or mérchant and
guish - his prodact

from ‘those of others: " It isa pmpmeta?y word
P pointing distinetly t¢ the product of ong pro-

ucer.

Names Used in Trade: a nonpropnetary
name by which an article or product is known

482




2 In this coun meanings
m;(ngn and mfaéit?xzﬁy defined in the lﬁtem—
ture.
Condition (1) or {2) must bs: m a.t the
time of filing of the odmpleta apphe&tnm.

Tn.mmum

The relationship between & tmdemark and
the mdnctltldenu&smsomehmwmﬂﬁmta,
unoertunmdarbntmry ! £
acteristics of the product may ﬁ!mnga
hmetommemdyetltmyoonmmt@hsmm
under the same trademurk. In patent specifi-

cationa, every eolement or ingredient of the
product should be set forth in positive, exact,
intelligible g0 that there will he n

uncertainty as to what is meant. 'A.rb!tmry
trademarks which are liable to mean: different
things at the pleasure of ma.nufmtm'm do not
constitute such language.

However, if the product to which the tra.de-
mark refers ig otherwise set forth in such lan-
guage that its identity is clear the Examiners
are suthorized to permit the use of the trede-
mark if it is ed from common de-
scriptive nouns by capitalization. If thetrade-
mark has a fized and definite meaning it con-
gtitutes sufficient identifieation umless some
physical or chemical charactaristic of the article
or materisl is involved in the invention. In that
event as zlso in those cases whers the- trademark
has no fized and definite meaning, identification
by scientific or other explanatory language is

Whem ‘the identification of & trademsark is
introduced by emendment it must be vestricted
to the characteristics of the product kmown at
the time the application was filed to avoid sny
question of new matter.

If proper identification of the product sold
under & trademark, or & product referred to
onlybyunmusadmtmde,mmﬁt&a& from
the specification and such identification is
deemed necessary under the principles set forth
sbove, the Exsminer should hold the disclosure

pmmt their use iuany \ wh;f‘ i
advaraely affect their vﬂiﬁw  Eradet
The Exsminer should not permit
langusge such 48" %the Yioduel X' (4"
tzvakname) wm%n};m% hxmﬁgm
mMET EIHCS Su &nﬁia.ge . Bring
mgt%gfm o e §5(—a
such as “the p ;
tive name) gold under the m&mm‘
permissible ’
%mofutmdemrkmthamﬂaafan
application should be avoided es well ag the
uss of s trademark coupled with the word
“type”; ie., “Band-Aid type ba.ndage,”

Paprisr, Lisr oF Tnmmm

Nore: Any queatlom 88 to whether or ngt an
a}[: parent trademark is in fect o trademark

ould be referred to the Trademark Classifica-
tion and Search Division for delermination. If
it is ahﬁmrhtheﬁrstlm,atimmﬂd
be capitalized. ,

Acousticel Labyrinth
Adrenalin

Aerosol {wetting agents)
Alemite

Alphs (Protein)

Al Si Meg

Alumel

Alundum

Ameripol

Anchor (fence)
Agquadag

A.mskap

A yecket
Aresklene
Atraumatic

Bav. 18, Ayr. 1968



Dacron

nforth (aﬂchor)
Mm SO 1 .
Deeffmze (home freezer)
~ De-lon
;‘ Dl Phenohc Acid

Eidophor
Electro-Silicon

Elon
Emulphor
Erector

Fathometer
Fiberglas
Filtro
Flexowriter
Fluol'ophene
Foamite
Formica

Gantrisin
GD

Geon
Glyptal

Rev. 14, Oct, 1967

fnvar

I&% (%?m

Ironciad (Ba.ttengs)

Jesp

. ,Jethe_ i o

L
Link (tramer)
,~mm& Gini

Laucits
Lux

Masonite

Methoeel

Meodutrol

e
on

%gywlex
ylar

N.D.G.A.
Nelkal

Neon (e
Noon (Eigms)
Nico-fume
Ni-Resist




RAM (Random Access Memory)
Resinox
Revertex

Elle (sole)

Ri

Rog ath (plaster-board)
Rockwell (tester)
Roguefort

Santomerse

Scintillometer

Scotch (pressure sensitive tape, etc.)

Shakeproof

Sheetrock

Snap-on

Solvesso

gopwdmrn (f )
ed-Nut (fasteper

Steel-Flex

Stellite

Steri-Pad (surgical dressing)

Stiflex

Storm Choke

Straddle Truck

Styrofoam

Syliphon

Sylphrap

Synchrotester

Synpor

Syntron

Tagalo
Talon ngmtener)
Technicolor

51

Zip
Zipper (heels)

608.02 Drawing

Rule 81, Drawings required. The applicant for pat-
ent is required by statute to furnish e drawing of his
invention whenever the nature of the case admits of
it; this drawing must be filed with the application.
Ilustrations facliitating an wnderstanding of the in-
vention {for exampile, Bow sheets in cases of processss,
and diagrammatic views) may also be furnished In
the same manner as drawings and may be reguired by
the Office when considered neceswary or desirable.

Rule 86. Druaftsman io make drewings. {(a) Appli-
cants fre advised tc employ competent drafismen to
make their drawings,

(b} The Office may furnish the drawings at the ap-
plicant's ezxpense as promptly ag its drafismen can
make them, for applicants who cannef otherwise con-
veniently procure them. (Zee rule 21.)

NOTE
Standards for drawings, Rule 84.

A booklet “Guide for Patent Drafts-
men” is available from the Superintendent
of Documents, U.8. Government Printing
Office, Washington, I.C. 20402, price 20
cents,

Design patent dmwingskRule 152, 1503.02,
b

Plant patent drawizxgs Rule 165,
Reissue application drawings, 808.02 (k).

Rev. 14, Oct. 1987



3d” stamp of the Drsfteman 1
ication is allowed. sl
_'The Record Section of the Patént
‘Branch has charge of the drawings in
cases. Canceled shests, however, are
tained with the pstented drawings but are filed.
with the abandoned files and drawings in the
Abandoned FilesUnit. =~~~ 77 = "
.. See: Correction of drawings, 608.02(p).
Prints, preparation and = distribution, 508,
608.02(m).  Prints, Return of drawing,
608.02(y). Signature to the drawing is treated
in 605.04(h). For pencil notations of classifi-
cation and name or initials of assistant exam-
iner to be placed on drawings see 717.03.
The filing of a divisional case under the
provisions of the second sentence of Rule 147
gunexecuted case), does not obviate the need
or formal Bristol board drawings. = Ordi-
narily, prints of the original formal drawi(rlnss

will ce for examination. See 608.02
Arpricarions Frzp Wrrnovr Drawives .

Applications filed without drawing are ini-
tially inspected to determine whether or not
a drawing, under the statute, is necessary be-
fore the applicant can be given = filing date!
Doubtful cases are referred to the Office of the
Director for decision as to the need for such a
drawing. It has long been the practice to
accept a process case (that is, a case having

process or method claims) which is filed

on}
witiout # drawing. The same practice has been -

followed in composition cases. Other situa-
tions where drawin
ered essential for a filing date are:

I. Coated articles or products. Where the
invention resides solely In coating or impreg-
nating & conventional sheet, e.g., paper or
cloth, or an sarticle of known and conventional
character with a particular composition, the
application contsining claims to the coated or
impregnated sheet or article, unless significant
details of structure or arrangement are in-
volved in the article claims. '

I1. Articles made évre})‘m a particular mate-
rial or composition. ere the invention con-
sists in making an article of 2 particular mate-
rial or composition, unless significant details
of structure or arrangement are involved in
the article claims.

JII. Laminated structures.  Where the
claimed invention involves only laminations of
sheets (and coatings) of specified material un-
less significant details of structure or arrange-
ment (other than the mere order of the layers)
are involved in the article claims.

IV. Articles, apparatus or systems where
sole distinguishing feature s presence of a par-
ticular material. Where the invention resides

Rev. 17, July 1968

‘a drawing, as that might give rise to an erro-

- a part of the applicent’s next respo m@ at: 1

are usually not comsid- -

the only dxstW 1
the use of & particular flvid. e
IrpusTrATION SUBSEQUENTLY REQUmRED
The acceptance of an application without 2
drawing does not preclude the Examiner from
requiring an illustration in the form of a
drawing under the second sentence of Rule 81.
In requiring such a drawing, the Examiner
should clearly indicate that the requirement
is made under the second sentence of Rule 81,

and be careful not to state that he is doi
30 “because the nature of the case adrmta”’i%
neous impression as to the completeness of the
a.pgfxmtion when filed. Exsminers ring
such reguirements are to specifically r

an ink sketch or perinanent print of any draw-
ing proposed in response (o the regquirement,
even though no allowable subject matter ig yet
indicated. This will afford the examinsr an
earlgeo_pportunit-y to determinee the sufficiency
of the illustration and the absence of new mat-
ter. See Rule 118. The description should of
course be amended to contain reference to the
new illustration. This may obviate : further
correspondence where an amendment places the
case in condition for allowance, except for the
formal requirement relating to the drawing.
In the event of a final determination thet there
is nothing patentable in the case, the sketch and
authorization for entry will not be forwarded to
the Drafting Branch. '

Prorograrys

Clearly, photogrsphs are not drawings.
Photographs are not acceptable for a fling
date nor for any purpose except as exhibits
unless they come within the special categories
set forth in the paragraph immediately below.
Photolithographs of photegraphs and photo-
graphs mounted on proper size Bristol board
are never acceptable. Sce In re Taggart et al,,
1957 C.D. 6; 725 O.G. 397 and In re Myers,
1959 C.D. 2; 738 O.G. 947.

Srecian CATEGORIES

The Patent Office is willing to accept black
and white photographs or photomicrographs
(not photolithographs or other reproductions
of photographs) printed on sensitized paper in
lieu of India ink drawings, to illustrate inven-




I

2

line_structures, metsllurgical mi ares,

crostructares,

textile fabrics, grain ‘stractures ‘snd ornamen-

tal: effects.! . The photoy 3: or-photomiero-
raphs must show, the invention moye clesziy

1 they can be done' by Indis ink drawings
and otherwise comply with the Riles concern,
Such photographs to be acceptable must be
made on photographic Ea er having ‘the fol-
lowing characteristics which are generally rec-
ognized in the photographic trade: double
weight paper with a_surface described as
smooth; tint, white, i@l b Lk Tndn e
If the drawings ave’inforinal, but may be
admitted for examination purposes the Drafis-
man indicates on 8-part form, PO-948, what the
informalities are and whether they can: be cer-
rected or whether new drawings are required.
In either ease the drawings are accepted as satis-
fying the requirerents of Rule 51. . The draw-
ingalgafter- being microfiimed, are then returned
to the Application Branch to which Branch
form P(-948 is also.sent for insertion: in the

appropriate application, .. . :

NoTIFYING APPLICANT

The Examiners are directed to advise the
applicants (see 707.07(a)) in the first Office ac-
tion of the conditions which render the draw-
ing informal, and when indicated, that such
drawm{;s can be corrected so as to be acceptable,
but will not, in any case, require new drawings
because of their execution unless the necessity
therefore shall have been indicated by the Head
of the Drafting Branch.

As soon as allowable subject matter is found,
the reguirement for new drawings should be
insisted upon. Before writing the action, the
Drafting Branch should be consulted to ascer-
tain if, at that time, the new drawing could
be prepared by the Patent Office on request and,
if s0, the estimate of cost should be inciluded
in the action. Otherwise, the action should
staie:

“Applicant is advised to employ the serv-
ices of a competent patent draftsman out-
side the Office, as the Drafting Branch of
the Patent Office does not have the facilities
at the present time, for preparing new
drawings",

This procedure, by avoiding a fruitless request
to have the Drafting Branch prepare the new
drawing, will promote earlier issuance of the
patent.

oct the drswing sud, i
] f’mrinﬁwmmmm

i Bt
S '

opinion to be of a waivable nat

 to ! raivable nature, should con-
sult the Draftsman to ascertain whether the
objection (s) can be waived instead of requiring
applicant to make correction:

1) Lead lines too long.

2) Heavy shade lines required.

3 , i

) Hatching required, .

(4) Lines rotugh and blurred. _ )
© {8} 'Pale lines (if the prints indicate the lines
reproduce sufficiently). ' o
(6)”‘P?o)r“pupsr (if drawing is otheérwise
sosortabile) o T e ST
" The following objections if made by the
Drafteman must bs corrected and cammot be

1) Space for ing reguires. -

‘ fzilnkdmwmgsmmmd, .

{3) Paper undersizs. . .

{4) -Signsture on wrong end of shest.
- (5) Insufficient margin.

{6) Borderline not in ink.

. AporTioNan ILLUSTRATION

" If there is only one figure, it shonld not be
designated “Fig. 1.” The Examiner may re-
uire additional drawings for the purpose of
illustrating the disclosure.

When a necessary additional illustration is
small' and ' may be added to the drawings on
file, an additional sheet of drawing should not
be requi but the Examiner will ask that the
proposed illusiration be shown in a sketch,
which showing will be transferred to one of the
sheets of the drawings. :

For the handling of additional, duplicate, or
substitute drawings, see 608.02(h}.

608.02(a) New Drawing—When Re-
guired

PrororrINTS A8 DRAWINGS

If photoprints are submitted with a new case
in Heu of fp:)rmai drawings and such prints are
not only readable but reproducible, the Appli-
cation Branch notifies applicant that the case is
accepted for filing only and that, to be entitled
to examination, formal drawings complying
with Rule $4 must be filed within 60 davs from
the date of the letter of notification. The for-
mal drawings when received nre compared with

g
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spected by the Draf
stamps on each sheet
man.” . g

608.02(b) Infornial Drawings

. Rule 85. Informal drawings. The requirements of
Rule 84 relaiing to drawings .will be etrictly enforced.
A drawing not executed jn conformity thereto may be
admitted for purpose of examination, but in:such. caze
the drawing must he correeted or a new oze furnished,
ag required, The necessary. corrections will be made
- by the Office upon applicant’s request and at bis ex-

pense. (See Rwla 2L). . ... .. ... . -

PR AN

In instances where the drawing is such that
the prosecution can be carrvied on without the
corrections, applicant is informed of the reasons
why the drawing is objected to, and that the
drawing is admitted for examination purposes
only (see 707.07(a)). To be fully responsive,
an amendment must include a request for draw-
izif corrections when there is an indication of
allowable subject matter. See Rule 111(b) and
8320.G.1785. . .~ ‘
608.02(¢) Drawings or Print Always
- Kept in Examining Group

The photoeopies of the drawmﬂmust always
be kept on top of the papers on the right of the
file wrapper so as to be visible upon opening
the wrapper and easily detached. This photo-
cogy (or “print”) is placed in the drawing
cabinet when the corresponding drawing is re-
moved. When the examiner removes the draw-
ing from the cabinet to prepare an application
for issue, the print of the drawing must be
taken from the application file and placed in
the drawing cabinet to take the place of the
original drawing. The print should remain in
the drawing cabinet during the period the alp-
lication is being revised for issue and until the
ard copy of the patent is received in the group
or the uﬂ)licatmn becomes forfeited. The
clerk should, of course, add any necessary nota-
tions on the print at the time the application
is forwarded to the Issne and Gazette Branch.
This practice will insure that the drawing is
available at all times in the drawing cabhinet

Rev. 14, Oct. 1587

printe pulled, markid in the apper left -hand
corner with the patent number and sent to the

No application should be sent to issue or to
abandonod files unless the original drawing, if

any, accompanies it. . ..

608.02(d) Complete Hiustration in

Fele'83. Contont of drewing. () The dvawing must
show every festure of the iaventiom specified in the
claims; However, conventional féataves discicsed In the
description and clahms, where their detailed lilustration
is not essential for a proper nndersisnding of the fnven-
tion; shonld be iitustrated Ta the drewing in the form of
& graphical drawiig symbol of 'a Wbéled representation
{e.g. a'labeled rectangularbox). oL
“¢{by When the tnvention consiste of s Improvement
on an oid machine ihe drawing raust whes possitle
«xhibit, in one or more views, the improved portion
itseif, disconnected from the old structure, and aiso
in another view, 50 much only of the old structure as
will soffiee to show the connection of the Invention

therewith. ‘ AR , :

Likewise, any structural detail that is of
sufficient importance to be described should be
shown in the‘dmwing. (Ex parte Good. 1911
C.D. 43: 164 0.G. 739.)

608.02(e) Examiner Determines
Completeness of Drawings
The Examiner should see to it that the fig-
ures are correctly described in the brief de-
seription of the specification and that the
reference characters are properly applied, no
single reference character being nsed for two
different parts or for a given part and a modi-
fication of such part. Every feature covered
by the claims must be illustrated, but there
should be no superfluous illustrations.

608.02(f) Modifications in Drawings

Modifications may not be shown in broken
lines on figures which show in solid lines
another form of the invention. Ex parte
Badger, 1901 C.ID. 195; 97 O.G. 1596.

All modifications described must be illus-
trated, or the text canceled, (Ex parte Peck,
1901 C.D. 136; 96 O.G. 2409.) This require-




s showing the g:ibr

necessery and should bs canceled. E
Elliott, 1904 C.D. 103; 100 O.G. 1837. How-
ever, where needed to understand ?&pghcant-s
invention, they may be retsined if designated
by a Jegend sach as “Prior Art.”
608.02(h) Additionsl, Duplicate or

Substitute Prawings

When an amendment is filed stating that at
the same time substitute or additional sheets
of drawings are filed and such drawings have
not been transmitted to the examining division,

the docket clerk in the ¢ _ division
should call the Application Branch before en-

tering the amendment to ascertain if the draw-
ing was not received. In the next communica-
ion of the Examiner the applicant is notified
if the drawings have not been received.

Additional and substitute drawings are routed
through the Drafting Branch where any defects
in execution will be noted. If there are none,
they will be stamped, “APPROVED BY
DRAFTSMAN”. en such drawings are
considered by the Examiner, it should be kept
in mind that the “APPROVED?” stamp applies
only to the size and quality of paper, lines rou
and blurred and other details of execution. The
Examiner should not overlook such factors as
new matter, the necessity for the additional
sheets and consistency with other sheets. Clerks
will routinely “enter” all additional and sub-
stitute sheets on the file wrapper. If the Exam-
iner decides that the sheets should nol be
entered, applicant is so informed, giving the
reasons. T’ge entries made by the Clerk will
be marked “(N.E.)”. o

If an additional sheet of drawing is con-
sidered unnecessary and the original drawing
requires alterations which are taken care of in
the proffered additional sheet, the latter may
be used in lien of the usual sketch required in
making the correction of the original drawing.

For return of drawing, see 608.02(y).

608.02(i) Transfer of Drawings From
Prior Applications

Rule 838. Use of old drawings. If the drawings of a
new application are to he identical with the drawings

§4.1

‘sheets o be used are canceiled In

‘ prior sppiles-
tion. The new application muet be accompanied by 3
leiter vequesting the transier of the drawings, which
should be completely identified. SR

Formal transfer of drawings between appli-
cations under Rule 85 are processed in tlmpﬁ&
amining Groups unless the later filed cass is s
newly submitied application that has not been
forwarded to an Examining Group.

Transfer of all dmwing from one pending
application to another wili be made only after

e one application has been abandoned.

Newry SupMITIED APPLICATION

The transfer of drawings to newly submitted
applications that have not been forwarded fto
the Examining Group wiil bs effected by the
Application Branch if the applicstion is other-
wise entitled o receive a filing date. A new
application filed without drawinge but haviog
a request for transfer of drawinga from a pend-
ing application must be aceompanied by a writ-
ten declaration of abandonment under Rule 138,
In order to insure copendency, such an abandon-
ment may be worded as to become effective only
after the transfer of the drawings has taken
place. Since the drawings will be transferred
from the earlier application to the new applica-
tion as of the filing date of the new application,

it is not necessary to submit or order photoprints

for the new application,

"The above practice applies to transfer of
drawings from sny application except where
the issue fee has been paid, in which case an
express abandonment (Rule 138) must be filed
together with s showing why the proposed ac-
tion was not taken esrlier. See Rule 313,

The name of the aitorney on the drawing
being transferred is not changed. Ses 608.02
(u).

When an application becomes a patent, any
canceled sheet of drawing then in the case is
sent to the abandoned files. Such canceled
sheet is available for applicant’s use in another
application directed to its subject matter. It
follows that, except as provided in Rule 174,
drawings printed in a patent may not be trans-
ferred to a subsequent case.

Rev, 12, Apr. 1867




drgving of the divisional case. The shests in-
volved should be taken to the Drafting
for srasure of the “CANCEL: per” stam
608.02 (k) ;

Beissue

- Egtract from Rule 17§ 'The drawings upon which
the original patent was izsved may be used in reissue
applications if no changes whaiseever are to be made
In the drawings. ' In soch esises, when the reissue ap-
plication is filed, the applicant must submit & tempo-
rary drawing which may consist of 4 copy of the printed
drawings of the patent or a photoprint of the original
drawings securely ‘monnted by pasting on sheets of
drawing board of the sive reguived for oziginal draw-
ing, or ana ordeg for the same. ... - P

In & reissue application, the prints of the
original or patented drawing may be used for
examination purposes; and the formal transfer
of the original drawing to the reissue applica-
tion made when the reissue application is ready
for issue, provided no change whatever, even so
much as the priming of a reference character,
or correction of an obvious error, is made in
the drawing. If there is to be any change

nch

Transfer of Drawings to

tion existing st the
original patent. Ses

Under the old transfer of drawings
was permitted with s Jetter of sbandonment
being filed 4t a later time or sllowing the earlier
filed application te become shandoned. In ap-
glmmang which have had their drawings trans-
ferred under this old policy and have not been
abandoned by the tims it is normally taken up
for action, a lotier limited to the following
statement should be written therein by the
examiner: .o .. . o
- “In view of the transfer ;on(m of the draw-
. {date)
ings from this application to spphication Serial
No. _, pursuant to applicant’s request under
Rule 88 and the intention to abandon this ap-
plication, the filing of the express abandonment
of the instant application is required.

A SHORTENED STATUTORY PERIOD
FOR RESPONSE TO THIS ACTION IS
SET TO EXPIRE THIRTY DAYS FROM
THE DATE OF THIS LETTER.

Rev. 12, Apr. 1967
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QS
filed to be art of the record sre endomd nﬂg
the dats & Miﬁmipt in the office and

their ‘appropriate: paper’ number.

The print being thus an official paper in the
vecord should ‘not be marked ‘or in any way
altered. The Bristol board drawmg, of course,
should not be marked up by the Examiner.

able, to 1dent1fy ‘the various circuits }g
different colors, or’in any more or less ‘com-
plex case, it is advantageous to ap ]y legends.
srrows or other indicis, an sdditional print for
gach use should be ordered by the xammcr

: t.nd placed unofﬁcnall in the file,

7 Prints remain in the file at all timnes except
ag provided in 608.0"(c)

608. ﬂ2(n) Huplwate Prints in Patent-
- ability Report Cases

In Patentability Report cases having draw-
ings, the Examiner to whom the case is as-
will obtain a duplicate set of prints of
the drawing for ﬁlmg 1n the group to which

the case is refe;
When a case that has had Patentablhty Re-

port prosecution, is passed for issue or becomes
abandoned, notification of this fact will at once
be given by the group having jurisdiction of
the case to each group that submitted 2 P. R.
The Examiner of each such reporting group
will note the date of allowance or abandonment
on his duplicate set of prints. At such time as
these prints become of no value to the report-
ing group, they may be destroyed.

608. 02(0) Dates Entered on Drawing

The Mail Branch stamp and the “Corrected”
stamp applied by the Drafting Branch are im-
pressed on the back of the drawings.

Rev. 12, Apr. 1847

Where, as in_an electrical wiring case, it is

Appmal atﬂm Dmftmg anch is indieatedt
g ;&:w%gwd ‘associated. with the “OG Fig.
R [ s&amponﬂmfmmofeaehlm-
canceled shest

'.608:02(1:} Ctrrmhon of meings

. Bule 183, Amendmenis to the drawing. . {(a) No
change in’ the drawmg may be made except by permis-
sion of the Office. Permissibie ¢hangez in the con-
struction shown in any deawing may be made only by
the Office. - A sketch in permanent ink showing pro-
posed changes, to become part of the record, must be
filed. . The paper reguesting amendments to the draw-
ing should be separate from other papers. The draw-
ing may not be withdrawa from the Ofice exaept Lor
signature. - . -,

-(B). Substitum dmwmgu wiu not ordimrils be ad~
mittedmanymaeunlmrequiredbytheﬁm ,

Nore.—Correction is ‘deferrable, ‘see 66892
603 correction .at sllowance and issve, see
02(w) and 1302.05.

A canceled may/ be remstated An
amendment should be made to the speclﬁcatwn
adding the brief description.

608.02(q) Conditions Precedent to
Amendment of Drawing

Correction and alterations in the disclosure
of the drawings of a penuing application may
be made only under ths supervision of, or by
the Chief Draftsman.

No alterations as above indicated will be
Permltted unless required by an Examiner’s
etter in each case, or propoesed in writing by

Pplxcant or his attorney. In either case the

terations or corrections as indicated in the
gketches filed after the requirement by the
Examiner, or with the request of the applicant
or his attorney receive the written approval
of the Examiner before the case is sent to the
Chief Draftsman.

Nore—Disposition of Orders for Amend-
ment of Drawing, 608.02(x).




‘respects. fnrmm,wﬂlrmbefor-
Bruneh, and lpplwmt win be 80 advia”ad in
the next action by the Examiner. {Basis:
Order No. 4009.)

Hm»—(}‘hangas which may require sketches,
608 O2(v)

50.3-021_(9)

Estmutmgﬁoetof(famect-
sent fromthnEnmm

ing Group to the Draftsman for estimating

the cost of correcung the. drawmg or of mak-
vings will be retained by the

Files. and dra.wm

iy Tong enﬂﬂgh to estmmte the_

If the Exunmer approves of a

correction of & drawing for which an estlmate
is requested he will note his approval on the
order for the estimate, sttach the order to the
outside of the file and have the Docket Clerk
of the Group forward the file and drawing
to the Draftsman. The Draftsman will note
the estimate on the order and also on the

drawing. If the application is net up for ac-.

tion the Draftsman sends the estimate to the
Applicant. If the application is up for action
the Draftsman does not send an estimate, but
the Examiner should include the estimate in
the next action. (Basis: Notice of July 13
1908.)

When giving an estimate in a case where no
allowable subject matter has been found the
Examiner should inform the applicant that no
correction will be made until a cleim is found
to be sllowable. If speclﬁcally requested by
the applicant, the drawing will be corrected
whether or not & claim is allowable. (Basis:
Notice of February 1, 1932.)

1f an apphcatlon is ready for allowance ex-
cept for a correction required by the Official
Draftsman, such as in a case where the lines
are rough and blurred, the Examiner will ascer-
tain (by calling Ext. 2589 or 2887 ) whether
or not the attorney in the case has a De-
posit Account. If there is no such account,
the Examiner will obtain an estimate of the
cost of this work from the Draftsman even
though applicant has not requested such an
estimate. Including the estimate in the final
requirement for correction of the drawing may
avoid prolonging the prosecution.

- shown in additional dmwﬁﬁg& Caneelatmn of

57

thwanmlatmn or th@dam that. it
mﬁledshmudbemmmmimkmthmths
red lire. Cancelation of an entire gheet of deaw-
ings is done by stamping the words “CANCEL
per” in the top right cormer af ths dmwmg
within the marginal line.

When the cancelation of some 0f the ﬁgures
from one sheet of drawings has left the re-
maining figures with an inartistic arrangement,
the (‘Iuef Draftsmen shovﬁd be Conm ted as to
whether the remaining £ Tres f '
ferred to other sheets already it

a figure may necessitate renmmbering of the
remsining ﬁgum (B&sm, Order- No. 1862.)

608.02¢u) Changmg Nme @§ Attm'«
ney on Bmwm F@wbzﬁ&en

Wntmg upon the drawmgs she mames of
attorneys subsequently appointed, so as to
make it appear that their names were present
when the dmwmgs were ongmaﬂy iled, is
prohibited.

This prohibition apphes alse where a draw-
ing is transferred from one case to another
having a different attorney. ( Order No. 430,

Revised.)

608.02(v) Drawmg Cbangea Which
Require Sketches

When changes are to be made in the drawing
itself, other than mere changes in reference
chamctera, designations of figures, or inking
over lines pale and rough, a print or pen-and-
ink sketch showing such changes in red ink
must be filed. Ordinarily, broken lines may
be chan ﬁed to full without a sketch.

Sketches filed by an applicant and used by
the draftsman for correction of the drawing
will not be returned. All such sketches must
be in ink or permanent prints. (Basis: Or-
der No. 4009).

A pencil sketch that is otherwise acceptable
or a blueprint with the changes indicated in
pencil, may be inked in by the Office Drafts-
man at applicant’s request and at his expense.

Rev. 4. Apr. 1865




the mg tbe wddmon or mlt:era&mn to be
mademdamdthodumngbytheﬁleelerkto
the Draftemen for the “correction.

As s guide to the Examiner the following
corrections are 1llustratwe of those that mey

thus be made:
1L Addmg two or three referenee chamct.ers

or ex ner
ordmals ( ]

3. Rexhomm uous matter,
and ordmn re ull bnt one ﬁgum
cameeled

(me or two numerals or

uality of r being 3 factor
7 o ot e 1 o

mﬁ

ey "'dJreenoml ATOWS.

. Bontlﬁn ‘amerals to Arsbic Nu-
meuls to agree wi speclﬁcatnon.

8 &dﬁng untmn lmes -of ‘brackets, where

,,,,,

slmple chang% in Inventor’s
na.me (not slgnature)
8. Changing lead

9. Correcting mxmpelled legends.

Order No. 4009.)
In the event that several different kinds of

changes are required or any of the listed
changes are time consuming, an Exzaminer’s
Amendment should not be made.

608.02(x) Disposition of Orders for
Amendment of Drawing

Where the ordered correction of the drawing
in a case up for action by the Examiner is ap-
proved, the application and drawing are for-
warded to the drafteman provided there is an
allowable claim or there has heen a specific
request by applicant that the drawing be cor-
rected rega lpe'sa of whether or not a claim has
been allowed (608.02(s). Apphcant”s Jetter
to the draftsman is attached to the outside of
the file and the Examiner writes on said let-
ter “approved”, with the date of appmval and
his initials, atmchmg. if appropriate, a “Spe-

{Basis:

Rev. 7. Jan. 1068

1 Basisy, Nmss ‘o Fan-

“nnyi& w Ht hao@m&ymw‘m@h

files to the Draftsmen,: ‘
should be used. After-the drawing beon
mneezeé, the Draftsman mps ths htter to

Draftaman and tha h&o‘kﬂfﬂm dmwmg

New Drawines Prerazen BY Pamu'r Omoz

When new dmwmgs have been mqmmd in

(% ﬁin:atwns and have boen prepared by

the ftaman, th (;y are not san}, to the
applicant for hig &

re but 2 rint}
is sent to him for his ﬁle. The m(gf the

_ inventor(s) will bs prmted on the dmwmgs by

the Office Draftsman.

‘In the event that the application is in condi-
tion for allowance, the application can be sent
to isste immedin %v afier the cim % is pre-
psred. {Basis: Notico of Jan. 6 ;

{mmm Nor Avmvm ;

Where the correction is not: appmved, for
example, because the proposed changes are er-
ronecus, or involve new matter or (although
otherwise proper) do not include all necessary
corrections, the case and request for corr. ‘ion
of drawing ere not sent to the draftsma:;.. The
Examiner's reasons for not approving the cor-
rections to the drawing should be set forth
in the Office action. {Basis: Notice of Febru-

ary 1, 1932, Revised.)

608.02(y) Return of Drawing

Rule 37. Bsturs of drawings. (a} The drawings of
an accepted spplication will not be returned to the ap-

plicant except for signature.

A photographic print fe made of the dreawing of an
accepted application. ,

T# there is an accepted drawing in the case,
other drawings {except those originally filed)
that have been finally denied admission will be
returned to the applicant only at his request.

Such a request must be filed within a reason-
able time; otherwise the drawing may be dis-
posed of at the discretion of the Commissioner.




Rule 91.'.Ilo¢cu not mmﬁy requtm! as part of
appiwm or patent. Models were once required in
all cases admitting a model, as & part of the amﬂlm—

tiomwdthesemoﬂelsbeeameamrtotthemordof ‘
the patent. ~Such models areno!ongergeaeranymf :

quired (the descriptioni’ of the invention in the M

catlon, sed the drawings, must be sufficiently fall and

complete, and capable of belng understood, to disclose

the Invention without the aid of s ‘model), and will -

not be admitted unless specifically, called for.

" Wikhe 98. Uodel o7 exhibit may b&mufraﬁ
working’ model; or other physiesl! éxhibit, may be re-
quired if deemed necessary for m u ! examl--
naum M t!;e awlicauon S ’

With the exeeptxon of csses: mvolvx?ﬁ : per~
petusl motion, a model isinot: ordinarily  re-
by the Office to demonstrate the opera-
tiveness of a device.. If operstiveness of a
device is questioned, the ap t must estab-
lish it to ge utmfactxon of the Examiner, but
he may choose his own way of so doing.
A physical exhibit, not to be part of the case,
is generally not mfnsed except when bulky or
dengerous. -’

Rule 95. Specimens. When the invention relates o
a composition of matter, the applicant may be reguired
to furnizh specimens of the composition, or of itg in-
gredientz or intermediates, for the purpose of lnspec-
tion or experiment.

608.03(a) Handling of Models, Ex-
hibits and Specimens

All models received in this Office, whether
forming part of an application, or filed upon
request from the Examiner, must be received
from the Model and Receiving Room and not
from the applicant or his agent. It is neces-
sary that all models should be taken to the
Model Room for proper recording in order
that they may be located under subsequent
inquiry and for final disposition. The Exam-
iners should, therefore, refuse to accept models
from inventors or attorneys. Models properly
received and entered in the records of the
Model Clerk will be delivered by a representa-

59

ney's nnme and ‘wddress ﬁm&i&ib&% te
tha model oy @xhxbzt 80 that it can bs x
prosgg::t cof case. If exbxbxt. mwo

ir: the division during prosecy
tion of case, mmaybamtwthekiodelm
with instructions to indicate whether exhlbzz is
to be held or retumed sender. P
Rule 84, Return of ‘wiodels, exhibits or specimens.
m ‘exhibits, or specimens in applications which

bave become sbandened, and alss fn othor ‘applicaticss
on condusion of the prosecution, msy be returned ¢o
the applicant upon demand and at his expense, unless
mudwmmmmpmmmm

claimed within & reasonable time, they may be dispom
of at the diucretion etthe G@mmf&!oxzeg ,

When o ‘model is to be returned a iwaaf
should ‘be: written to %11%t by the Exam-
ining Division stating that it is being returned
under separate cover and the model room
ghould be properly notified to return the
model.

Norz.—-stposmon of exhibits which are
part of the record, 715.07(d).

Models, exhlblts end specimens may be pre-
sented to the Office for purpeses of intervier
and taken away by the attorney at the epd %
the interview. See 713.08.

Nore.—Plant specimens, 1607, Rule 163.

Rule 95. Copies of exkibifs. Coples of models or
other physical exhibity will not ordinarily he furnished
by the Office, and any medel or exhibit in an applice
tion or patent shall not be taken from the Office except
in the custody of an employee of the Cffice specially
authorized by the Commissioner.

608.04 New Matter

Rule 118. Amendment of disclosure. In original ap-
plications, all amendinents of the drawings or specifi-
cations, and ali additions thereto, must conform to at
least one of them ag it was at the time of the flling of
the application. Matter not found In either, involving
a departure from or an addition to the original disclo-
sure, cannot be added to the application even though
supported by a supplemental oath, and can be shown
or clalmed only in a separate application.

Rev. 12, Apr. 1947




o Afnew qoat
:s erdmanl , ¥

tmn&l or substitute sheet containi

ter” even though stamped APPRO

Clerk. See608.02(h).
.. The Exammet’s lwldl
~‘pealab1e 608.04(c). .

. Note—New . matter.

Matter not in’
elaims or dmwmgs is ususlly new matfer.
Depending oni circumstances. such as the ade-
quacy of the original disclosure, the addition of
inherent characteristies such as chemical or
physical properties, a new structural formula
or 2 new use may be new matter. See Ex parte
Vander Wal et al.,, 1956 C.D. 11; 705 O.G. 5
{physical propertles), Ex parte Fox, 1960 CD.
28; 761 0.G. 906 (new formula) and Ex parte
Ayers et al., 108 U.S.P.Q. 444 (new use). For

Hev. 12, Apr. 1967

e orlgmal' ' specxﬁcatlon,f'

Draftsiman ‘and pmwmanally entemd the

of new matﬁer qnay

in. reissue &ppbaﬂen,

substltute spemﬁcs.

60

. ments to the spemﬁc tion,

: for cancellation  is' by
- But where the alleged new

ammer’s ,
matter is mtmtﬁwe& into or dffects the claims,

thus 1 ing their rejection on this
ground, the yuestion becomes an appealable
one, and d not be considered on petition

even though that new matter has heen intro-
duced into the specification alse. Rules 181
and 181 afford the explanation of this seem-
ingly inconsistent practice as affecting new
matter in the specification.






