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201 Types of Applications

Patent applications fall under three broad
types: (1) applications for patent under 35
7.8.C. 101 relating to a “new and useful process,
machine, manufacture, or composition of mat-
ter, ete.”; (2) applications for plant patents un-

16 3) applications for de-
under 35 U.S.C. 171. The first
are rred to as
mechanical” patents when

tents or “

being contr with plant or design patents.
wgbud rocedure which pertains to the
e ation of applications for design and

lant patents will be treated in detail in
apters 1500 and 1600, respectively.

201.01 Sole

An application wherein the invention is pre-
sented as that of a single person is termed a
gole application.

201.02 Joimt

A joint application is one in which the in-
vention is presented as that of two or more
persons.

201.03 Convertibility of Application

Rule 5. Joint Inventors (Hecond Paragraph). (b)
if an application for patent has been made through
error and without any Jdeceptive intention by two or
more persong as joint inveutors when they were not
in fact joint Inventors, the application may be amended
to remove the names of those not inveutore upon fil-
ing 4 statement of the facts verified by all of the orig-
inal applicants, and an oath as required by rule 6§
by the applicant who ig the actual inventor, provided
the amendiment i diligently made. Such amendment
must have the written congent of any assigoee,

The required “statement of the facts verified
by all of the original applicants” must include
at the least, a recital of the circumstances, in-
cluding the relevant dates, of (1) the mis-
joinder and (2) the discovery of the mis-
joinder. Without such a showing of circum.
stances, no basis exists for a conclusion that
the application had been made in the names
of the original sole or joint applicant(s)
“through error and without any deceptive in-
tention”, and no foundation is supplied for
a ruling that the amendment to remove the
names of those not inventors or include those
to be added as inventors was “diligently
made.”

Bev, 17, July 1948



12.08(m) to
C’oawm “frm‘umhtouim

WW
the mctual MM mmmmm m be
amended to Include all the Joint inventors upon filing
& etatoment of the facty verified by, and an cath as
required by Rale €0 executed by, al) the sctual folnt
inventors, provided the amendment Is diligently made.
] mmmmmmu
&ny amslgnes. ,

Any at to effect & second o
m!m typawweﬁwt both tyg: o
mmqﬁ %‘gfw'imw 4 mﬂ;
o
mipted conversions after allow-

mmun hefomm When any conversion
is effected, the file should be sent w the Appli-
cation Branch for a revision of its records.
&d@ing an inventor's name on the drawin w

applicant’s request and ex )
%‘fiug a name is ordinarily e mth@m
¢ .

l térc! mmzmwtw f ﬁ? .
inven U ion of an spplica-
tion before ibf Ia by !ems:gay w-
cm- upon applicant claimin priority i

ﬁleg M%Eumm
wmkdga any addition or removal of in-
ventors made in accordance with the practice
under Rule 45 and include the following state-
ment in the next communication to applicant
or his &

“In view ttw filed it
has been found th% this spplication, as filed,
through error and without any deceptive in-
tention (failed to include a4 an
actusl joint inventor; or included e ..
ue 8 joint inventor who was not in fact & joint
inventor) mxd seeordingly, this application has
been corrected in complisnce with Rale 45.

201.04 Original or Parem

'ﬂw terme original and parent sre inter-
geably agx!wd to the first of & series of
uwimmw an inventor, all disclosing s

HBev. 17, July 1968

“ in some one or more particu-
A detailed tmtmem of reissues wnll be
found in chapter 1400.

201.06 Division

A ht&r upplicatxon for a distinct or inde-
invention, carved out of a pending
?lmtum and disclosing and claiming only
ject matter disclosed in the earlier or parent
application, is known as a divisional applica-
tmxx or “division”, Except as proyided in Rule
bmhmmbe!xythomu licant. éSee
beimv The divisionsl s %ixmtmn shoul
forth mﬂy that portion of the earlier disclosure
which is germane to the invention as claimed
in_the dwmmm! applica .

- Jication is not to be
considered to be a on of s uti phca~
tion, and is not entitled to the filing
even though the drawings of the earlmr ﬁkxf
utility app xcatxm show the same article as that
in the application. In re Campbell, 1954
C.D. 191 (. 470.

While a dmmannl application may depsrt
from the phraseology used in the parent case
there may be no departure therefrom in sub-
stance or variation in the drawing that would
smount to “new matter” if mtmduced by
smendment into the perent case. Compare
201.08 and 201.11.

Rule 147. Reparcte application for {nvention not
elected. The nonelected lnventions, those not elected
after o reguirement for restriction (rule 142}, may
be made the subjects of separate applications, which
raust conform to the rules applicable to original appli-
cations and which will be examined in the same man-
ner as original applications. However, If such an
application is filed before the patenting or abandon-
ment of or termination of proceedings on the original
application, and if the drawings are ldentical and the
application papers comprise s copy of the original
appitention as filed, prepared and certified by the
Patent Office, together with & proposed smendment
ecancglling the ierelovant clalms or other matter, sign-
ing and execution by the sppllcant may be omitted.

Since the lang of Rule 147 “prepared and
certified” contemplates that the papers will not
leave the custody of this Office, t}wm
the certified copy should be mlmn to th
Office with the other rmi and if the
requirements under that Rule are fully met, the
application will be given a filing date of the




 607.01) lications (see 1508.01).
" Rule 147 is clearly restricted by its terms to
divisional applications directed to “nonelected
inventions, not elected after a requirement
for restriction.” It is thus more limited than 35
U.8.C.121, 0on which it is buadilmd applies only
to divisional applications which are necessitated
by s requirement for restriction in the parent
case.

It is further to be noted that a Rule 147 appli-

eation comprises (1) & copy of the original a
gﬁmﬁm ag fled, pwsva and certified ? L&
Patent Office and (2) a amendment

canceling the irrelevant claims or other matter.
The sole justification for the use of unexecuted

mgm‘ in the divisional application is that their
subject matter has glMuw in the
rent case. Accordingly, an application under
ule 147 should net, either as filed or by s pre-
liminary amendment prior ¢ the time when it
i ded o filing date, contain anything what-

ever that was not present in the parent ap-
plication as flled. The Patent Office cannot
undertake, prior to giving a filing date, to de-
eide whether differences between the parent and
divisionsl case involve matters of substance or
of form only. It follows that any pmgm
smendments to the divisional application should
be withheld until it has received s fling date.
However, an amendment stating that the Rule
147 application is a division of the parent case

) lon, but/n’o amend-
ation or drawing other than
f,theotherphxmsoroltl}wr
; GG~
tion has received its serial number and filing
date. See 201.11 for entry of the reference to

- the parent case by Examiner’s Amendment in

5.1

‘Rule 147 cases,

_ Note that execution and signing of the divi-
sional case may be omitted, under Rule 147,
only if restriction had been required as to the
claims originally filed. See In re Application
Pnyers of Kopf et al,, 779 0.G. 200. Since a
Rule 147 application must be based on the
parent case as filed and must be directed to
nonelected inventions, the claims which it is
sought to include in such an application must be
original claims of the parent case and must have

present in that case in their oviginal form
when the restriction requirement was made ; but
if that condition is satisfied, it is not material
that other claims were amended or new claims
were added prior to the irement so long as
no such amended or added claim is to be in-
cluded in the Rule 147 application.

Since Rule 147 is limited by its terms to cases
in which the parent application is still pending
when the divisional case is filed, it is necessary
that all requirements of the rule be satisfied
prior to abandonment or patenting of the par-
ent application.

Since Rule 45 (second paragraph) permits
the conversion of s joint application to a sole,
it follows that a new application, restricted to
divisible subject matter, filed during the pend-
ency of the joint application by one of the
joint applicants, in place of restricting and
converting the joint case, may properly be

Rev, 17, July 1968




%é;”m ms: be &m im the new applica-

tion the verified statement of facts ,
O e etation to be put on the fle jacket by
mmmiwemaum}

onsl &p-

’7 {hiiee i) 0 {E"’“Iﬁ]
mustion is & second sppliestion for

fmvention claimed in 8 prior spplica-

ion and filed before the origin pecomes
sbandoned. Eszoept ss provided in Rule 45,
the ogﬂwwt in the continuing application
must be the same as in the prior application.
The disclosure presented in the continuation
must be the same as that of the original appli-
ion, ie., the continustion should not include
ing which would constitute new matter

if inserted in the m‘iﬁgt! application.
At sny time befors the patenting or abandon-
ment of or terminetion of proceedings on his
application, an applicant may have re-
course to filing a continuation in order to intro-

establish & right to further examination by the
Primary Examiner.

For notation to be put on the file jacket by
the Examiner in the case of a continuation ap-
plication ses 202.02,

Sravamrines ConTINUATION

1f the drawings and ification of a new
spplication are to bs identical with those of a
pending spplication of the same applicant, and
if the claims are to be directed to the same in-
vention as that prosecuted in the pending ap-
plication, the spplication pag? of the earlier
cage, excepting the claims but including the
drawing, may be used in the new case. A re-
quest for the use of such papers must be made
and such request will be considered a waiver of
the right to further prosecution of the earlier

3 » of the new one but the Office actions in
the former will not be regarded as actions in the
Iatter and the prosecution of the new applica-
tion will be conducted in the ssme mianner as if
new application rs hed boen filed. * A new
serial number and date will be accorded
but the effective filing date will be that of the

earlier
A su ; ‘8 NeW

set of elaims and requesting the use of the con-
lined continuation application ig set forth in the
notice of May 81,1966 (828 0.G. 1088).

ool 3}
mﬂm;m;ymhmdwmu/ time of

m Y
spplication has been abandoned. Ifa continus-
tion application baving one of the above defects
{as determined by the clerical personnel as soon
as the application is received in the Examining
Group) is filed, it is returned to Application
Branch for cancellation of the serisl number
and filing date, and applicant notified accord-

ingly.

IF there is a defect in the format of a stream-
lined continuation application which can be
corrected, such as failure to include claims
drawn to the same invention prosecuted in the
parent application, failure to grant a power of
attorney in either application to the person filing
the continustion application, or some
minor defect, applicant will be given one month
to correct the defect. Failure to do so will
result in the cancellation of the continuation

lication,

% Primary Examiner makes an initial re-
view, the main function of which is to deter-
mine that the new case is a proper continuation
and how to treat the case if it is not A

While the conditions of the ined prac-
tice require that “the claims are to be directed
to the same invention as that prosecuted in the
pending a]pg;icatian,” the inclusion of one such
claim will be acceptable to preserve the serial
number and filing date. Claims to the same in-
vention in continuation cases are claims which
cannot be properly restricted from the claims

rosecuted in the tﬁ:ﬁnﬁ application and are
%ﬁll y supported by that disclosure.

Rev. 16, Apr. 1008
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10

ogart is an ap ion filed
dnrmg the an earlier apphwtmn by
the same appllcam, repeating some substantis)

portion or all of the earlier application and
adding matter not disolosed in amd earlier
gg@) (In re Klam, 1880 C.D ; 388 O.G.
A mtmnstxon-m-part filed by & sole appli-
cant may also derive from en earlier joint
application whowmf portion only of the sub-
ject matter of the later application, subject to
the conditions stated in the case of a sole divi-
sional application stemming from a joint ep-
phcatxsm (201.06). Subject to the same con-
ditions, & joint continustion-in-part ication
may derive from an whm' sole application.




Ex parte Komenak, 1940 C.D. 1; 512 O.G. 189.
Current &mmdm not require applicant to
insert in the specification reference to the earlier
cage. The notation on the file wrapper (See
202.02) that one is & “Substitute™ for an-
other 18 printed in the heading of the patent
copies. Nee 201.11. - )

As is explained in 201.11 a “Substitute” does
not obtain the benefit of the filing date of the
prior application. ,

201.10 Redfile , ,
Ko official definition has been given the term
Re-file, though it is sometimes used as an alter-
b apoticens designates pis applicatic
applicant designates his application as
“re-file” uﬁ the Exum;% finds that the appli-
cation is in fact a duplicate of a former appli-
cation by the same party which was sbandoned
prior to the filing of the second case, the Ex-
aminer should require the substitution of the
word substitute for “re-file,” since the former
term has officisl recognition. The endorsement
on the file wrapper that th :
tute” will result in the further endomement by
the Assignment Branch of any assignment of
the parent case that may have been made.

201.11 Continuity Between Applica-
tions: When Entitled to Filing
Date

Under certain circumstances an application
for patent is entitled to the benefit of the filing
date of » prior application of the same inven-
tor. The conditions are specified in 35 U.S.C.
120, which contsins s few variations over the
practice prior to January 1. 1953, which was
not based upon any specific provigion of the
statute,

35 U.B.0. 120. Benefit of earlier filing date in the
{Inited States. An apolication for patent for an in-
vention discloged in the manner provided by the first
paragraph of section 112 of this title tn an application
previousiy fited in the United Statez by the same in-
ventor ghall have the same effect, a8 to such Inven-
tion, as thoygh fled on the date of the prior applica-
tiom,  fled before the patenting or shandonment of
ot termination of peocesdings on the first application
or on an sppiication stmilarly entitied to the benefit of

10.1

e second application ( 1
cminum'gvdgxpliuema) ‘must be an spplication
for a patent for an invention which is also
disclosed in the first application (the parent or
original application) ; the disclosure of inven-
tion in the first application (and obviously in
the second application a8 well) must be suffi-
clent to comply with the requirements of the
first %\mgm‘ph of 85 US.C. 112.

2. The continuing application must be co-
pending with the first applieation or with an
u&:ﬁmﬁm similarly ent to the benefit of
the filing date of the firet application.

3. The mnunuin%o spplication mt;&t eontain
n mﬁe re ior application (s
in the specification. roe e ®
. The term “same inventor” has been construed
(0 inclads &, conlinuing apphoscion of 5 a0
0 inclade & continuing. ention of a sole
inventor derived ﬁm;xag an applicstion of joint
inventors wﬁmumﬂﬂmm&amme

nder involved ervor w t any deceptive
mem (36 U.S.C.116). See &’)1.06!?’

 CorewpExcy

Copendency is defined in the clause which

requires that the second application must be
filed before (a) the patenting, or (b) the
abandonment of, or (c) the termination of
roceedings in the first application.
. If the first application issues as a patent, it
is sufficient for the second application to be co-
pending with it if the second application is
filed on the same day or hefore tge patenting
of the first application. Thus, the second ap-
plication may be filed while the first is still
pending before the Examiner, while it is in
1s8ue, or even between the time the final fee is
paid and the patent issues,

If the first application is abandoned, the
second application must be filed before the
abandonment in order for it to be copending
with the first. The term “abandoned,” refers to
abandonment for failure to prosecute (Section
711.02), express abandonment (Section 711.01),
and abandonment for failure to pay the issue
feo (Section 71%. If an abandoned applica-
tion 1s revived (Section 711.03(c) ) or a petition
for late payment of the issue fee (Section 712)
is_granted by the .Commissioner, it becomes
reinstated as a_ pending application and the
preceding period of abandonment has no effect.
. The expression “termination of proceedings”
is new in the statute, although net new in

Bev. 14, Oct. 1907




either case the second
the M& of the mﬁug '
on subject matier.
Reresusice 10 Faer. Amxmm

The third irement of the statute m that
the mami (W&} 3 on, must

o »< ity

tﬁwmaiéwm tions, it
apwrwmfaﬂhmi L Invww

ould
f tin uirement, the ﬁm to rely on a prior
mm may be waived or refused by an ap-

p icant by refraining from inserting s refer-
ence to the prior application in the specification
of the lae% one, If the Examiner is aware of

the fact that sn ‘application is s continuing ap-

Bav. 14, Oet. 1067

10.2

: mmdﬁdimtxggswenter
- of gpplmtwn Serial No.

following . Where gl e
- the applican
has mdmrmﬁy faxhd to and &% Rule

147 divisions! ease is .
lowmwa, the’

gof@ﬁr&bmmm vmm
m siates thut« if the second am)i on {and by
? i ﬁ;mt;wn) does
tcﬁm pmr ap) lication,
m be referred to in &
“the later a] plication.
ly for t&w&e urpose of re-
quiring mnt to call examiner’s
ammmmmtmthummmupmrap
pﬁmﬁm If the examiner is aware of a prior
lication and notes it in an Office action, ns
m dicated above, the rule is satisfied and the
examiner should not require the applicant to
call aftention to the prior application.
Applications are sometimes filed with a divi-
gion, mminuatmn, or continuation-in-part
oath, in which the oath refers back to a prior
application. If there is no reference in the
specification, in such ¢ the examiner should
merely call attention to this fact in his Office
action, utilizing, for example, the lnngna%e

mggwied in the first paragraph of thi




lication. See Hovlid v. Asari et al,

134 162; 805 F. 2d 747,
Mwwwlmwwm@umbaralmﬁam Li-

m&im whmh 8 c:hain of w

msy be

dmwim af wlwm afmﬁw%

; 855 0.0, 170

A second tppimucm whmh is not mﬂng
with the firgt application, which inel those
called mabstitutes in sec. 201.09, is not enutled
to the benefit of the filing date of the p
pﬁaftm md ‘the bars to the grant of 8 pmm
uted from the filing date of the second
licant is not now required
cations in the specification

ion | an
Offics action in order that the record of the
ma%gimﬁummmm In the
cass of & application, the notation

on the file wrapper is printed in the heading
of the patent wpm and thus calls attention

to the relationship of the two ceses.

£ 4 0 ipplicant nfm to & prior noncopend-
ing abandoned . lication in the specification,
themmof ing to it should make it

evident that it was Mdemd before filing the

For mtm to be pleced on the file wrap-

%M he case of em of mtmamg applications see
s

Weorw Nor Emm To Bexerrr ov Fruixo
Dare

Whetre the first application is found to be
fatally dmﬁmtxm because of insufficient disclo-
pupport sllowable claims, a second appli-
m flled as & “continuation.-in- part” of the
’yﬁmﬁm to supply the deficiency is not
to the benefit of the filing date of the

ﬁm applieation. Hunt Co. v. Mallinckrodt
Chemical Works, 83 TISP() 277 at 281 and cases

cited therein. [R-~18]

it

MI.B Riglnt of Priarity of Fm'm

Appﬁaﬁgm [R-l8]
Undar certain. eondmnm}md on fof:lﬁllmg
certsin requirements, an application tent
filed in the United Sm:lt)my be_ ent:tgé

thubauoﬁtoftheﬁl dateof a rnppha’
ﬁmﬂhdinafmi:xgmmry tmemmeu
Mi famnmorformmlhrpn

rposes.
in the first pars-
mphofaﬁﬂ.sc 119. '

Ertract from 35 U.8.0. 119. Benefit of carlior fling
mummw ﬂgﬂofm'loﬂfy An applica-
tion for patent for an tuvention filed in this country by
auy person who has, or whose legal represeutatives or
sasigns have, previously regularly filed an epplicstion
for » patemt for the smme iuvention 1o & forefgn
country which affords simfleyr privileges in the case
of applications fSled in the United States or to citizens

‘of the United States, shs)ll have the same effect as

the same application would have {f filed in this coun-
try on the date on which the application for patent
for the same inventlon was first filed tn egch foreign
eountry, If the spplication in this country is filed
within twelve months from the earilest date on which
such foreign application was filed ; tiut no patent shall
be grasted on aty appliention for patent for an inven-
tion which had been patented or described In a
printed publiestion in sny ecountry more than ocoe
yomr before the date of the actual filing of the appli-
ention in this coantey, or which had been fn public
tee or on zale fn this country more than oné yesr
prior to such Gilog.

The period of twelve months specified in this
gection is six months in the case of designs, 35
US.C. 172

The conditions may be listed as follows:

1. The foreign application must be one filed

in “s foreign country which affords similar
privz!eges in the case of applications filed in
the United States or to citizens of the United
States.”

2. The foreign application must have been
filed by the ssme applicant (inventor) as the
applicant in the United States, or by his legal

mmumutlvm or awgna.
3. The application in the United States must

be ﬁhd within twelve months from the date
of the earliest foreign filing in n “recognized”
country ss explained below.

Rev. 18, Oct. 1068
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{E’} ﬁmﬁ (1, P}, Hondurus (P), H ry (I},
Teeland (1), Indonesia (1), Iran (1) Imlun
(1), Tsrnel (I),Imivﬂ) Tvory Cosst, Republic
M(I),,Japm(l), nya (1}, m(L}JJam,
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( I}y, Laugembourg (1}, Malagmy, R«publw of

ey, 1%, Oct. 1068
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"aﬁ ; 1’

odesie’
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en ih%}méﬂ

anzama I
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,i“ hc; Of " ("I , ;

my np lwant asserts the beneﬁt of the
an application filed in a country
ot on this lmt, the examiner should inquire to

determine if there has been any change in the
status of ‘dm mtry It esbou be noted that
is based cm of the fofm
p o

mdnot npon

Immwmmu

The inventors of the U.8. spplication and of
the foreign application must be the same, for a
ughtofpmmydmnoteamtmthomof

ion of inventor A in the foreign
mm:ry and inventor B in the United
the two applications may be
mmai by the sume party. g:tmva- tlw a pli-
cation in the foreign country may he
filed by the umgnmr by the legal mpmem-
stive or agent of inventor which is 3;:
mitted in some foreign countries, rather than
by the inventor himself, but in such cases the
name of the inventor is usually given in the
foreign application on a paper filed therein, An
indication of the identity of inventors made in
the oath or declaration sccompanying the U.S.
application by 1dent:fymg the foreign applica-
tion and stating that the foreign applmauon
had been filed by the assi cﬁee or the legal rep-
resentative, or agent, of the inventor, or on be-
half of the inventor, as the case may be, is
seceptable.

Toee vorn Fruing .8, ArrricaTion

The United States application must be ﬁlpd
within twelve months of the foreign filing.
computing this twelva months, the first ag
not wﬁmed, thus, if an ap hcatwn was
in Canads on January 2, 1952, ths U.S, appli-
cation may be filed on Janua 2, 1958,
Convention specifies in Article 4C (2) that
“the day of filing is not counted in this
period.” (This is the usual method of comput-




ple the six months for
action dated January 2 does
y 1 but the reply may be
the last day of the twelve
y within the

not expire on

made on July 2.)
months is a Sunday or a holi
District of Columbia, the U.S. application is in

time if filed on the next succeeding business
day; thus, if the foreign a;;?lication was filed
on !

ber 6, 1952, the U.S. application is

20118

in time if filed on September 8, 1953, since
September 6, 1953 was a Sunday and Septem-
ber 7, 1953 was a holiday. After January 1,
1953, the Patent Office has not received appli-
cations on Saturdays and, in view of 35 U.5.C.
21, and the Convention which provides “if the
last day of the period is a legal holiday, or a
day on which the Patent Office is not open to
receive applications in the country where pro-

12.1 Rev, 18, Oot, 1068



mmmufmdmuzlmtw
- an mwmﬁbdmn
Liom Fm on January A
Wmﬁm&mm 1952,
mthaUnMMun 'ebru-
2, 1953, he is not entitled to the right of
| yun!l he would not be entitled to the
benefit. of the date of the French application
since this application was filed more than
twelve months before the U.ﬁ lmw"m, and
hﬁwmlémbemimdm toftm

mw to sz {’fﬁ lm no ngfnt of pnomy can

- based upon the appl
If an m%mm has filed two foreign ap)

tions in recognized countries, one outside the

tica-

year and one within the year, and the later
application discloses additional subject matter,
a claim in the US. lication zpemﬁmﬂy
limited to the additional disclosure would be
entitled to the date of the second foreign ap-
plication since this would be the first foreign
s&pgﬂmﬁ;m for that subject matter, °

Errecr or Bicur or PriosiTy

The right to rely on the foreign filing ex-
tends to overcoming the effects of intervening
references or uses, hut thers are certain re-
strictions. For example the one year bar of
35 UR.C. 102(b) dam from the U.S. filing
date and not from the foreign fihng e!m thuﬂ
if an invention was described in a pu -
leation, or was in public use in this cmxm
in November 1952, a foreign application ﬁlmf
in January 19563, and & U8 , application filed

13

ndxt
the zg
yth.mg to

tain it except when he wm}wd to assert the
sarlier date to overcome a reference or estab-
lish ‘s date in interference. Patents granted
prior to January 1, 1058 are still subject to the
old law in this respect. Under the new statute,
bowever, an ap?hcam: who wishes to secure the
ight of priority must comply with certain
formal requirements within a time specified.

It t}we raquimnmit are not complied with

the right of gmom’tﬂ:s Tost and cannot there-
after be nseerted. second paragraph of 35
US.C. 119 reads:

No spplication for petent shell be entitied to this
right of priovity wnlose 8 dalm therefor and n cortified
capy of the origing) forelgn epplication, specification
and drawinge upon which it s based are filed in
the Patent Ofice before the patent in granted, or at
such time during the pendency of the application ae
resmired by the Commissloner not eariler than six
months after the filing of the application in this coun-
try. Huach certification shall be made by the patent
ofiee of the foreign country in which filed and show
the dute of the application and of the filing of the
specification and othsr papers. The Commissioner
may reqaire s transletion of the papers filed if not in
the Engiish langusge and such other information as
he deers nOcesERYY.

'l‘ha requirements of the statute are (a) that
i licant must file & claim for the right
and ( ? he must also file a certified copy of the
original foreign application; these papers must
be filed within s certain tmwlumt © mAXi-
mum time hmxt specified in the statute is that
the pa “filed before the patent is
gran but th@ statute gives the Commis-
sioner aut}wmy to set this time limit at an
earlier time during the pendency of the ap h-
cation. If the requi papers are not
within the time limit set the rsfght of prmnl:y
is lost. Delay in making the claim and filing
the papers was held not to be a basis for a

Rov. 1, Jan. 1964




mmtryeitherby,
gal representatives or ;) if an fom

. application has been filed the a hcyant, mﬁ
state theoommy and the dm,

ol ,
famgn apphcatxon. The mqmrements for re-
-applications before January 1,

ent rule and any oath following the require-
ments of the old rule would still’ accaptable.
(It ma inted out here that a
guph (d), of ule 65 was canceled on. anu-
ary 1, 1953, The statute referred to in this
Kugmph is still in force with respect to
the patenting of certain inventions

y Germans or Japanese but the former
mqmrement in the oath was omitted because
of the fact that the critical date of January 1,
1948, is now so old that the recitation in the
oath is no longer insisted upon unless the ap-
plicant is claiming priority under P.L. 619.)
The requirements for recitation of foreign
applwauons in_the oath, while serving other
as well, are used in connection with

the nght of pnorxty
201. 14(:) Right of Priority,
Time for Filing Papers

the papers required b

The tlme for filin
e§ in the second pamgrapﬁ

the statute is specifi
of Rule 55.

An applicant may claim the benefit of the fling
date of a prior forelgn application uvnder the condi-
tions upecified in 35 U.8.C. 119. The claim to priority

Bev. 1, Jan. 1064

lgg,g included more information then the pres-

ﬁhngofﬂn
ust slso

14

. pers Mammmmmlmnm
-‘umnwdnetbemedexwptinmmmu

fe@lsp&ﬁ. nmm-

mmmmeimmmeprwedingmmnce,MWm
event & sworn transiation or o ‘tyanslation ceriified
a8 aecmte by a swm or ﬂﬂiciai tranalator mmt be
m
It should first. ba nomdg' the Commi
sioner ha,s Egmrnlﬁ specified an ‘earlier ultamate
date than date of the patent.. The lstest
ers may be filed is the

ference rules, (2) w 1ECESSATY HMe
the date of a reference relied upon by ths exam-
iner, and (3) when speclﬁcaﬂy reqmml by the
examiner.

Although Rule 55 permxts ‘the filing of pri-
ority papers up to and mcludmg the date for
payment of the final fee, it is advisable that
such papers be.filed as soon as a claim is in-
dicated to be allowable. Frequently, priority
papers are found to be deficient in material

ts, such as, for example, the failure to
mc ude the correct certified copy, and thers is
not sufficient time to remedy the cfefect Ocea-
sionally, a new oath may be necessary where
the orlgmal oath omits the reference to the
foreign filing date for which the benefit is
claimed. The early filing of pnonty papers
would thus be advantageous to applicants in
that it would afford time to explain any in-
consistencies that exist or to supply any addi-
tional docurnents that may be necessary.

201 14(b) Rights of Priority, Papers

Required
The main purpose in amendm the statute
to require the filing of the rs mentioned
was to make the recordo file of the

United States patent complete. The Patent
Office does not examine the papers to deter-
mine whether the applicant is in fact entitled
to the right of priority and does not grant or
refuse the right of priority, except as deseribed




‘, Gmgfsﬂﬁym mthem%iﬂ the ‘mgblz-
‘ tmt g is requi

app catmn, | The claim to gmn need : r the cim for pnam{
no speciel form, end may be made by the at- smn which can be reasonab

and any expms?
interpreted as

14.1 Bev. 1, Jan. 1084



conmat of ac af ﬁm ’

mdd ‘of 'the pmﬁmm wltha
certificate of the fom , eﬁce -givin
eertam information. :Application in

nection: is not eonsxd ed to include formal
papers such as a petition. & copy of the for-
eign patent as issued does not comply since the
application ss filed is’ ‘required; however, a
copy of the printed specifieation and drawmg
of the foreign patent is sufficient if the certifi-
cation indicates that it corresponds to the ap-

plication as filed. A Freach ant stamped
“Service. De . La. Propriété .

forme Aux Piéees Dé A LS Appmde La
Demande” and-additionsily. ed

8: sigh
seal is also acceptable in hmaf&wtiﬁedc@y
of the French ptskcatzm L

When the claim {o pmmty and the certified
001?131; oﬁ the, lflomtl:gn pending before the E:
while the application is ore the Ex-
aminer; the gﬂxanuner should mske no exam-
ination of the papers except to see that they
correspond in date and country to the appl-
cation identified in the oath and contain no
obvious formal defects. The subject matter of
the application is'not examined to determine
whether the applicant is actually entitled to
the benefit of the foreign filing date on the
basis of the dlsclosure thereof.

Durmve INTERFERERCE

If priority papers are filed in an interfer-
ence, it is not necessary to file an additional
certified copy in the a hcatmn file. The in-
terference examiner will place them in the ap-
plication file.

ContTinviNG ArpLicavions, REISSUES

Where the benefit of a foreign filing date is
claimed in » continuing application or in a re-
issue application and a certified copy has been
received in the parent case, it is not necessary
to file an additional certified eopy in the later
cagse. The applicant when making the claim
for priority may simply call attention to the
fact that the certified copy is in the parent
application.

If the applicant frils to call attention to the
fact that the cartified copy is in the parent ap-
plication and the Examiner is aware of the fact

are received

on, he shoul dxmctztmthaapp
mnhmi ce action, a8 in
; a“&;splm s

e entitled to mmt}'
&p tion

il . S8.0: 119, a claim

prmrxt inust 'be made in this applice-

ng such claiin, a phcant may

sxmply call attentior to the fact

copy of the foreign application is in: the
,1‘? 20L14(b).)" 1%’418]

a.pphmtmu. (
201 l4(c) m@t of Prianty, Prﬂe@ice
[R—-IS]

: Before gomg into the g el;me thh mpert
to those instances in which'the prierity papers
are used 'to overcome a réfevence, there wiil
firat bo described the practice whm there is no
occasion to use the pa grs,w’m wﬂlb&mtho
majority of cases. what follows in this
section it is nmm& that no reference has
been cited which requives the pmmty da%e to
be overcome.

NO‘I o .

When the. papers under Sectxon 119 are re-
ceived they are to be endorsed on the content:s
gage of the file as “Letter (or amendment) and

reign application”. Assuming that the pa
pers are regular in form and that there are no
1rreg'u]antles in dates, the Ezaminer in the
next Office action will advise the applicant that
the papers have been received. e form of
acknowledgment may be as follows:

A, “Recmpt is acknowledged of papers sub-
mitted under 35 U.S.C. 118, which papers have
been placed of record in the file.”

The Examiner will enter the information
specified in Section 202.03 on the face of the file
wrapper.

If application is in interference when papers
under Section 119 are received see 1111.10.

Parers INCONSISTENT

If the certified copy filed does not corre-
spond to the application identified in the up-
plication oath, or if the application oath does
not refer to the particular foreign application,
the applicant has not complied with the re-
quirements of the rule relating to the oath. In
such instances the examiner's letter, after
acknowledging receipt of the papers, should

Hev. 18, Oct. 1968



o pe
riority un-
eation filed

requirements of the rule relsting to the osth
since ‘the original application oath does not
acknowledge the filing of any foreign appli-
cations. ' The oath states that no spplication
for patent cn this invention or discovery has
been filed by us or our representatives or as-
signs.in’ any country. foreign to. the: United
States. If the Italian application is what it
purports to be in support of the claim for
priority, -then the original oath: contains an
erroneous statement, . oo o0

- Applicant Is required to explein this incon-
sistency and to file 2 new osath stating correctly
the fgcﬁts ‘required by the. rule regarding for-
eign filing.” . U SR

o Othe;r,sgi'mations requiring some action by the
examiner are exemplified by the following
sample letters. T

C. “Receipt is acknowledged of a certified
copy, filed _geptember 18, 1953, of the Italian
application referred to in the oath. If this
copy is being filed to obtain the benefits of the
foreign filing date under 35 U.S.C. 119, appli-
cant should also file a claim for priority as
required by said section.”

' Nore: Where the accompanying letter states
that the certified copy is filed for priority pur-
poses or for the convention date, it is accepted
as a claim for priority.

Foreiew Arprications Arr More Taax a
"~ Yrar Berore U.S. Fruixe

D. “Receipt is acknowledged of the filing on
September 18. 1953, of a certified copy of the
French application referred to in the oath.

It is not seen how a claim for priority can
be based on the application filed in France on
March 4, 1948, since the United States applica-
tion was filed more than one vear thereafter.

The certified copy is herewith returned.”

Somre Foreiaw AreLications Mone THAN
A Year Berone U.S. Fruixe

For example, British provisional specifica-
tion filed more than a year before U.S, apphi-

Rev. 18, Oct. 1044

Al one year il . However,
] _heading of the petent will note the
claimed priority date:bssed on the complete
ecification ;.ie.; November 1. 1948, for such
subject matter as was not disclosed in the pro-
visional specification.” ,

CnmmCorr Nor ms Firsr Fruep Foreion

F. “Receipt is acknowledged of papers filed
Of -ooooe ooy PUEpOTUNg t0 comply with

the requgmmmts ‘'of 35 US.C. 119 and they
have been placed of record inmthe file.” .
" :Attention is directed to the fact that the date
for which priority i8 claimed is not the date
of the first filed foreign application acknowi-
edged in the oath: ' However, the priority date
claimed which will appear in the printed head.-,

ing of the patent will'be .o o oo iiloaa,
“g pa’ Fo 0 {dGate clafmed)

No Cerrvms Cory ‘

G. “Receipt is acknowledged of the paper
filed March 9, 1953, claiming priority based on
an application filed in France on November 16,
1948, 1t is noted, however, that applicant has
not filed a certified copy of the French appli-
cation as required by 35 U.S.C. 119.”

The above letters are merely typical ones

which have been used, and any unusual situa-
tion may be referred to the Group Director.

Arprication o Issve

The priority papers may be recsived while
the application is in issue. When the papers
are apparently regular in form and correspend
to the earliest foreign application recited in
the cath and this application is not too old, the
Issue Branch will enter the papers, acknowl-
edge their receipt. and make the notation on
the face of the file. In other cases the allowed
application, together with the papers, will be
forwarded to the examining Group for con-
sideration and taking any appropriate action.
If foreign application papers are received
after the Issue (final) fee has been peid, they
will be left in the file and the applicant notified
by the Issue Branch that the papers were re-
ceived too late to be admitted.




Revumg - P rens
It is sometimes necessary for the Examiner

‘to return papers filed under 35 U.S.C. 119
* either npon request of the spplicant or because

they fail to meet a basic requirement of the
statute, e.g., all foreign applications were filed
more than a year prior to the U.S. filing date.

Where the papers have not been entered in

the file, it is not necessary to

f the Commissioner for their roturn bot they
should be sent to the Group Director for can-
cellation of the Office stamps. Where the pa-

- pers bave been entered in the file, a request for

permission to return the papers should be ad-
dressed to the Commizsioner of Patenis and
forwarded to the Group Director for approvai.

16.1 Rev. 18, Oct. 1968



simply rejects whatever claims
may ‘be esusidered - unpatentable  thereover,
without paying sny sttention to the priority
‘ ing the. papers have not yet bee
plicant in his response may

gtill considered  applicebl

purpose of overcoming the effective date of &
reference & translation is ired, if the for-

eign papese are not in the i lnngung
Vﬁ?en%t e Examiner requires the filing of th
papers the translation ud also be required

at the ssme time. This translation must be a
sworn: translation or & translation certified as
accurate by & sworn or official tramslator.
When the necessary papers are filed to over-
come the date of the reference, the Examiner’s
action, if he determines that the applicant is
not entitled to the priority date, is to repest
the rejection on the reference, stating the res-
sons why the applicant is not considered en-
titled to the date. If it is determined that he
is entitled to the date, the rejection is with-
drawn in view of the priority date.

If the priority papers are slready in the file
when the Examiner finds a reference with the
intervening effective date, the Examiner will
study the papers, if they are in the English
language, to determine if the applicant is en-
titled to their date. IXf the applicant is found
to be entitled to the date, the reference is
simply not used. If the applicant is found not
entitled to the date, the unpatentable claims
are rejected on the reference with an explana-
tion. If the papers are not in the English
language and there is no translation, the Ex-
aminer may reject the unpatentable claims and
at the same time require an KEnglish translation
for the purpose of determining the applicant’s
right to rely on the foreign filing date.

* tweent the Uasamim

continae. the rejection.  In thode case whe e for the claims songht.
the applieant files the foreign: papers for the

datersaination of the

The foreign applicati
the same manner as if
country on the same date

at it was filed in

the foréign country, and the applicant is ordi-
nerily ‘entitled :ory any’ clsizﬁs?EM con such
foreign application that be would be entitled
to under our laws and practive.. ‘The foreign
application must be examined for the question
of sufficiency of the disclosure under 35 U.&C.

112, sz well as to determine if there is a

_Insapplications filed from Great Britain there
may be submitted a certified copy of the British
“provisional ‘specification,” which may also in
some cases be accompanied by a copy of the
“complets specifieation.” The nature and fune-
tion of the British provisienal specification is
decribed in an ‘article in the Journal of the
Patent Office Society of November 1936, pages
T70-774. According to British law the provi-
sional specification need not contain a complete
disclosure of the invention in the sense of 35
U.S.C. 112, but need only describe the general
nature of the invention, and neither claims nor
drawings are required. Consequently, in con-
sidering such provisional specifications,. the
guestion of completeness of disclosure is impor-
tant. Ifitis found that the British ?m'visiona]
specification is insufficient for lack of disclosure,
relisnce may then be had on the complete speci-
fication and its date, if one has been presented,
the complete specification then being treated as
a different application.

In some instances the specification snd draw-
ing of the foreign application may have been
filed at a date subsequent to the filing of the
petitien in the foreign country, Even though
the petition is called the application and the
filing date of this petition is the filing date of
the application in a particular country, the date
accorded here is the date on which the specifica-
tion and drawing were filed.

It may occasionally happen that the U.S.
application will be found entitled to the filing
date of the foreign application with respect to

Bev. 15, Jan. 1968



RS A, >3 - J‘“ = m ﬁxm}
he Pate tOﬁwﬁw no power to

Onz’m 3,1946 Congmwpamdmm
'Pubhc Law 690 (smﬂetimes referred to as the
Boykin Act), providing for extensions-of the
riod to taks care of delays r the war.
Rblm Law 220, Jul %nbi 1947 Pubiw Law 380,

August 6, 1947, and ic Law 619, November
16, 1954, supplement the omgmal enactment.

These laws : am reprinted in zlm bmk of the
Pat/ent Laws pamp et :

The term “Act of 1883 abphmtwn was

used i ':frefemng pplications of govern-
‘ment ¢ ied w out fes under an act
dated . h 3, 1883, which was amended

April 30, 1928, Tlusactbecame 35 U.S.C. 268,
which was. wpmled October 25, 1965. Begm-
mng with this date, there are no longer any &
plications which are exempt from the ﬁlmg
or issue fee. Such applications are not always
owned by the government. Othera f)phcatlons,
not inventions of government employees, may
léo;eag%zlgned to and owned by the government.
01

202 Cross-Noting
202.01 In Specification

See Rule 78(a), Rule 79 and Section 201.11.

Thers is seldom a resson for one application
to refer to the application of another applicant
not assigned to a common assignee. Such
veference ordinarily should not be permitted.

Rev. 15, Jan. 1968

plication.

kthedzt&afni!meémwﬁmdshmﬂdhagzm

tion or not, in the case of &m T p-
“The notation “Nons” must be writ-
ten in the boxes which do not have purent or

rvior application: data written therein. The
ana/or the notation “Hone” axe to be filled

noﬂlater tlmn the ﬁrst astwm If the instant
ie lication which

When an spplication is s continuation
of two or more distinet applicatic ; %g -
cation %haﬁbemtedoathefmafﬁh@ﬁie,
an application isa continuation-in-pari of a con- -
tmuatwnwm-part, only the immediste parent
application will bs nowd on the face of the file.
status of the parent or prior application as
“abandoned” is not written on the file wrapper.
A service to the public was: i with the issue
of January 16, 1868, by which the heading of
the printed patent now mc‘ludee all identifying
parent data of continuation-in-part spplica-
tions as has been the practice in continuation,
divisional, substitute, and reissue applications.
Some exceptions may oceur, see the last para-
graph of section. Inclusion of this infor-
mation in the heading does mot necessarily
indicate that the claims are entitled to the bene-
fit of the earlier filing date. The ahove prac-
tice will not change the procedure with regard
to assignments as set forth in the first sentence
of paragraph 2 of Section 308 af the M.P.E.P.




Bnm:h for txtle swmh is'no:l
since title searchis are automati
tor the pmyment of t}w _

202 03 On File Wrapper When Prior-
s Claimed for Forelgn Ap«

ymadamail
vefee

In aecordance wnth 201 14(c) the Exammer
wﬂl fill in the spaces concerning foreign appli-
cations provided for on the face of the file
wIa per. e e

e information to be _w?t}ten on the face ;)f
, r consists of the country, a,pp 1-
ation d atai?gii‘ng date), and if avmlabla, the
appheatmn and patent numbers. ‘In some in-
stances, the par&xcu!ar nature of the foreign ap-
plication such as “utility model” (Germany
(Gebranchsmuster) and Japan) must be writ-
ten 1 arentheses before the application num:
For example ; Application Number (util-

1ty model) B62854.

On the file wrappers used dum y the filing
Penod April 1959 to July 1964, the abbreviation
¢ » followed by the apphcatwn number (if
determmable from the papers) or a dash (if not
determinable) should be written in the same
block as and underneath the name of the coun-
try. The word “Patent” and number Sxf
known) should be written to the right of the
aF plication number. If no foreign priority is

mmed, the word “None” is wntten in the
block.

The file wrappers used during the filing pe-
riod July 1964 to September 1966 further con-
tain separate boxes for the applicationi and
patent numbers, and a box for checking if no
claim for priority has been made.

File wrap in use from September 1966 to
the present further include an addlfmnal box
labeled “B” for the Examiner to use for indi-
ﬁgng compliance of applicant with 35 U.S.C.

If the filing dates of several foreign applica-
tions are claimed (see 201.15, last paragraph)
and satisfactory papers have heen received for
each, mformatxon respecting each of the foreign
applications is to be entered on the face of the

Bd,'
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As will be noted by refeséiies t0:201.24; Rlﬁﬁ
65 ires that the oath include cermm in-
formation concerning applications filed in any
fomlmnnm If no applications for patent

filed in any famgn country, t:ha mth
shmﬂd w statﬂ

 Rule 179 requxres thai; 3 notice be placed in
the file of an original patent’ for which an ap-

lication for reissue has been filed. For the
orm emplayed for thm i'm’hee ‘see Glerk’

&{ammh

203  Status of Apphfauons

203.61 . New.:

A “new” apphcatmn is'on that ‘has not yet
received an action by the Examiner.  An
amendment filed prior to the first Oﬂice Action
does not alter the statns of & “new apphca-
tion. :

203 02 Rejected

An apphcahon which, during its prosecution
in the examining division and before allow-
ance, contains an unanswered Examiner’s
action is designated as a “rejected” application.
Its status as a “rejected” application continues
as such until acted upon by the applicant in

nse to the Examiner’s action (wnthm the
allotted response. pemod), or until it becomes
abandoned.

203.63 Amended

An “amended” or “o!d ” application is one
that, having been acted on by the Xxaminer,
has in turn been acted on by the applicant in
response to the Examiner’s action. The appli-
cant’s response may be confined to an election, 8
traverse of the action taken by the Examiner or
may include an amendment of the application.

Rev. 13, July 1947



" is one which, having been exami
i paswéd f6r issue as n. pa !
foent:of the issus fee.  its status ae an. Tal
loswd” casts continues’ from the date of the
notiee of allowance until it is withdrawn from
issae or until it issues 8s.a patent or becomes

"

* abandoned, as provided in Rule 318, See 712.

The files of allowed cases are kept:in the
Issue and Gazetite Branch, arranged numeri-
cally by serial number. oty Lt g g

203.05 Abandoned

An sbandoned application is, inter alia, one
which is removed from the Office docket of
ding cases (1) through formal abondonment
gsnthe applicant (acquiesced in by the asmgnee
if there isone) or by the attorney or agent of rec-
ord, (2) through failure of applicant to take ap-
propriate action it some stage in the progecution
of the case, or (8) for failure to pay the issue
fee. (208.07,711t071105,712) =

203.06 Ineomplete R

An spplication lacking some of the essential
parts and not accepted for filing is termed an
incomplete application. (506 and 508.1) -

203.07 Abandonment for Failure to
Pay Issue Fee (Forfeiture)

An allowed application in which the issue fee
(or that portion specified in the Notice of Al-
lowance) is not paid within three months after
the Notice of Allowance is abandoned for that
reason. The issue fee may however be accepted
by the Commissioner within & further period of
three months on a verified showing of sufficient
cause in which case the patent will issue as
though no abandonment had occurred,

An application which has become abandoned
by reason of failure to pay the issue (finai) fee
was formerly referred to as a forfeited appli-
cation. Ses Rule 316 in 712.

203.08 Examiners To Answer ““Status
Letters”

Inquiries as to the status of applications, by
persons entitled to the information, should be
answered promptly. Simple letters of inquiry
regarding the status of applications will be

Rev. 138, July 1887

plicstion or en epplication
Faien bt o puy.

Efﬁmw BRI net en to: the
so informed. .0 S Sandrendonins

-+ Xf-the ingiiry is divected to an ‘application
swaiting . action ' by the Office, & prediction
should be: made of the probable date of reach-
ing the case for action. The clerical foros will
‘stamnp statis: letters with a Stamp provided in
each group end sabmit them to the Examiner
having jurisdiction of the application whe will
fill in the blanks. ' ‘The original letter of inquiry
should be returmed tc the correspondent to-
gether with the reply.  The reply tv» an inguir

which_includes a self-nddressed, postage-pai
postcard should be made on the posteard with-
out placing it in an envelope, The reply does

not count s an action in the case. This predic-
tion of a date is not to be considered as binding
upon the Examiner in making his next action.
In eases of aliowed applications, & memoran-
dum should be pinned to the inquiry with a
statement of date of natice of allowance, and
transmitted to the Issue Branch for its appro-
priate action. This Branch will notify the in-
guirer of the date of the notice of allowance
and the status of the application with respect
to payment of the issue fee and abandonment
for failure to pay the issue fee. ‘ .

In those instznces where the letter of inqui
goes beyond mere matters of inquiry, it shoul
not be marked as & “status letter”, or returned
to the correspondent. Such letters must be
entered in the application file as 2 permanent
part of the recorc{) The inguiry should be an-
swered by the examiner, however, and in s
manner consistent with the provisions of
Rule 14.

Inguiries from 3Members of Congress con-
cerning the status of pending applications
should not be answered by the Examiner but
should be referred promptly to the Commis-
sioner’s Office for answer with a report as to
when & particular case will be reached for
further action on the part of the office.

Another type of inquiry is to be distinguished
from ordinary status letters. When a U.S. ap-
plication is referred to in a foreign patent (for
priority purposes, for example), inquiries as to
the status of said application (abandoned,
pending, patented) should be forwarded to the
Application Branch.






