int

121405 Cancellation of Withdrawn Olaims
121406 Examiner Sustained in Whole or fn Part
1214.07 Reopening of Prosecution

1215 Withdrawal or Dismissal of Appeal

1215.01 Withdrawsl of Appeal

121502 Claims Standing Allowed

1215.08 Partial Withdrawal

121504 Dismissal of Appeal

121505 Case Before the Court

1216 © Appeals to Courts

1216.01 To Court of Customs and Patent Appeals
1216.02 Civil Sufts

1201 Introduciory

The Patent Office in adminimﬁnglgche Pat-
ent Laws makes many decigions of a discretion-
ary nature which the applicant may feel deny
lum thglgmmt protection to which he is en-
titled. The differences of opinion on such mat-
ters can be justly resolved only by grascn

md foll ud.tcxa.l
ﬁ jr.upmmn pooncern the denial of
mdnims because of prior art or material
meemﬂmdmclmmsetfmhmthe

o o elsta 1o “”’“'pe.;b’ "‘MM are
sai meri
within the Patent Oﬁt:; to the courts has
long been provided by statu
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ThnBomi mtoedmﬁlyhms
whxch:tbalmdmu!dhodmded

the: Commissionsr
net‘-&msﬂly entsmina onwhemthe

Wm&dhmwhmwu

1202 EmeReﬁewofMaumPen-
hiningtoMeﬁu

gt e p—
A4

A to U.S. Court Omleﬂm co
fpaltmm and U.S sttnct(}ourt
Patent Appeals -

ﬁfm U.8. Court

U.S. Supreme Court
(by, writ of certiorari
which is rarely

1203 Constitution of Board [R-16]

85 US.C. 7, prmndss for wmtuuon of the
Board of Appea,ls as follows:

Botract from 86 U.8.0. 7 Board of Appesls. The ex-
aminersdn-chief shali be persons of competent legal
knowledge and scientific ability. The Commissioner,
the assistant commissioners, and the examiners-in-
chief ehall counstitute & Board of Appeals, which, on
written appeal of the applicant, shall review adverse
decisions of examiners upon applicetions for patents.
Bach appeal shall be heard by at least three members
of the Board of Appeals, the members bearing such ap-
peal to be designated by the Commissioner. The Board
of Appeals has sole power to grant rehearings.

Whenever the Commisaioner considers it necessary
to maintain the work of the Board of Appeals current,
he may Qesignate any patent examiner of the primary
examiner grade or higher, heving the reguisite ability,

Bavw. 16, Agr. 1068
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' to nerve an examinerdn.chiet for periods not excooding

six montks each. As examiver so designated shall be

qmmmmuumxmmuaw

member ¢f the Board of A

is returned to t:helgmpt
The dates of ﬁhe brief, and of the Exammer s

vaunon for the

answer thereto are entered on the cards. When

the Examiner’s answer is mailed, the file, to-
ﬁtaher with the photographic copies of the
wwings is returned to the Board of Appeals.
It is not ssary. to send copies of the refer-
pon as thess are ordered by the

ences relied upo
Administrative Officer to the Board.

If the brief is'not filed within the time des-
ignated by Ruls 192; the Administrative Offi-
cer to the Boerd will nc the appellant that
theappealstands

“Sncnx.” Case

Subject alone to diligent prosecution by the
applicant, an application for patent that once
has been made special and advanced out of
turn by the Commissioner or an Assistunt
Commissioner for examination will continue to
be special throughout its entire course of prose-
cution in the Patent Office, including appeal,

if any, to the Board of Appeals.

1205 Prerequ:sntes for Appeal; Same
Matiers Handled Coneurrently

With Appeal [R-16]

Rule 191. Appeal t6 Boerd of Appeals. (a) BEvery
applicant for & patent or for reisgoe of a patent, any
of the claims of which heve been twice rejected, or who
has been given a final rejection (rule 113), may, upon
the payment of the fee required by law, appeal from the
decigion of the primary examiner to the Board of Ap-
peals within the time allowed for response.

{(b) The appeal must identify the rejected claim or
cialms appesled, and must be signed by the applicant
or hig duly authorized attorney or sgent.

(¢) Hxcept as otherwise provided by rule 208, appeal
when taken must be taken from the refection of all
claims under refection which applicant proposes to
contest. Questione relating to matters not affecting
the merits of the invention mey be reguired to be
settled before an appeal can be eonsiderad.

Bev. 18, Apr. 1068
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, ﬁfm pamsl & peal in cases whers
thamm are jected claims ocopied
8

atent and othar clmms not ready for ap-
1210 angd u@hﬂg(f)

itign of an appeal under Rule

5 concurrantly with an mtera

m‘velvmﬁ the same,u p maw

who for-

5 o ‘pp‘em‘(\ @s’ ) =
be placed in the file, that the subject
the interference does nof conflict with th ,
ject matter of the appealed ¢!a1ms ‘See Rule
212,1108. T

1206 Tnne for

Rule 192 App?nam'u bnef ea) 'I‘he appenant shali,
within gixty deys from the dsie of the appeal, or within
the time allowed for response io the action appealed
from if such tine ig later, file a brief of the authorities
and arguments on which he will rely. to-maintain his
appeal, including & concise explsnation of the invention
which should rofer to.the drawing. by reference char-
acters, and a copy of .the claims. involved; 2t the same
time indicating If he desizres an oral hearing. 'Two extra
coples of the brief are reguired if an oral hearing is
requested. The Board of Appesis may, for suffieient
cause shown, extend the time for @ling the brief to &
date not later than sizty dayw after the original expira-
tion date. Any longer or further extensions must be
sought from the Commissiomer. All reguests for ex-
tengions must be filed price to the expiration of the
pericd sought to be extended.

(b} On fafiure to flle the brief within the time al-
lowed, the appeal shall stand digmisged.

Where the brief is not filed but an amend-
ment is presented within the period sllowed
for filing the brief which places the case in
condition for allowance, the amendment m
be entered as the application retains its penc‘[7
ing status during said period. See 1207,
1215.01 and 1215. 0%

See 1215.04 for practice relating to dismissal

of appeal.

1207 Amendment Filed With or After
Appeal

The record on appeal should be_ essentiolly
the record before ¢ fe examiner at the time ap-
peal is taken. Thus, no amendments, except
under Rule 193 (b), pmsenfxsd after a.ppeal has
been taken should be entered for gwpoaee of
appedl, and no exception should be made ¢
this, se0 Rule 116(c). Amendments, argu-
ments, or affidavits filed concurrently with or
of even date with appeal notice will be com-
strued as filed after appeal for the purpose of
this procedure, even though they may be the
first response to the final acticn. In accordance

210




otification that such papers
pplication in condition for
made by use of a form letter

erred to the examiner for his consideration of
its propriety as to the appeal issues and for
greparation of an Examiner’s Answer if the

rief is proper and the application is not allow-
able. ’l&e %xaminer’s Answer will normally
be of the shortened type referring to and rely-
ing on the final action; it may withdraw
reJection of claims or any objection or require-
ment as desired by the examiner. No new
ground of rejection or objection should be in-
corporated in the Examiner’s Answer without
express approvel in each case by the Group
Manager. See 1005. See 714.13 for procedure
on handling amendments filed after final action

and before appeal.
1208 Examiner’s Amnswer

Rule 198. Ezaminer's answer. ( a) The primary ex-
aminer may, within such time as may be directed by
the Commissioner, furnish a written statement in
answer to the appellant’s brief including such explana-
tion of the invention claimed and of the references and
grounds of rejection ag may be necessary, supplying a
copy to the appellant. If the primary examiner shall
find that the appeal is not regular in form or does not
relate to an appealable action, he shall so state and a
petition from such decision may be taken to the Com-
misgloner ag provided in rule 181,

{h) The appellant may file a reply brief directed only
to such new points of argument as may be ralsed in the
examiner's answer, within twenty days from the date

PV -615 Qe ] —nend

If the Examiner charged with the responsi-
bility of preparing the Answer reaches the con-
clusion that the appeal should not be forwarded

and the Primary Examiner approves, no con-
ference is held.

Before preparing the answer, the Examiner
should make certain that sii amendments ap-
proved for entry have in fact been physically
entered in the application. This is important
to insure that the claims considered by the
Board are the same as those forming the basis
of the appeal. 4

The Examiner should furnish the appellant
with a written statement in answer to the ap-
pellant’s brief within sixty calendar days after
the filing of the brief.

The answer should contain a response to the
allegations or arguments in the brief and
should call attention to any errors in appel-
lant’s copy of the claims. The Examiner
should treat affidavits or exhibits in accordance
with Rule 195, reporting his conclusions only
on those admitted.

If the brief fails to respond to any ground of
rejection advanced by the Examiner, the Ex-
aminer should simply inform the Board of
Appeals of this fact in his Answer and specify
the particular claims atfected. Since such lack

211 Rev, 14, Oct. 1067



: :&mrcumsmnms for purp 2 of ap-
cases coming before the Board of
sideration contain claims which

e ims: treated in the Examiner’s hen- gtatement of tha nds or. me@m
jon, . They,\ are ez&her entirely new  merely by reference to the final rej ectmn o{(w

claims or mnended versions of the finslly re-  other astion on which m g
jected claims, or both. The new. or fi-  Only those statements of grounds of rejectxon as
nally rejected claims as amended. freqanﬂy appear i & single prior action should be incor-
contain limitations not in the claims treated in  porated by mferenoe Statements of grounds
the final rejection. The arguments in the ap-  of rejection ap in actions other than the
Nant’s brief are directed to the new clsims. afommenmneg smg e prior action should be
‘nder such circumstances the mere reference  guoted in the answer. e page and paragraph
in the Examiner’s Answer to the final rejection  of the final action or other smgle lmor action
,the  which it is desired to inco: f‘y reference

should be explicitly identi courss, if
the examiner feols that some further explana-
’ , tion of the rejection is necessary he should in-
cates the task of render d ‘ clude it in the answer but ordinarily he may
It also not mﬁ'e%uently happens avoid ‘another recital of the issues and another
Examiner will state his position n the answ elaboration of the grounds.of rejection. The
in a manner that represents a shift from the  answer should also include any necessary rebut-
posmon stated in the final rejection without tal of ents presented in the appellant’s
dicating that the la.st stated position super-  brief if the final action does not adequately
sedes the former. Such a situation confuses  meet the arguments

Rev. 14, Oct. 1887 212



by Rule: 398, or (2) fails
; DU g ey jﬁ,

nee, the

T ¥

cussed in the answer may be tsken by the Board
ey o taxen By

o & ing bes “

Exminer for a faller description of the

the Examiner for a further on,
the case of multiple rejections of a cumulative
the Board may also remand for selec-

iner. forfgrﬂmr search where it feels that the
most pertinent art has not been cited.
When files are forwarded, soft copies and
rints of references fastened therein should not
disturbed. The Service Branch of the Board
will discard any unnecessary copies. '
A form euitable for the Examiner’s Answer
is as follows: '
POL-84

IN 2R APPLICATION GF

Ser. No. ——.-- Before the Board of Appeals
Filed —___._. Appeal No. .

EXAMINER’S ANSWER

from ths final rejection of
ims - are allowable.”
“A correct copy of the appealed claims ap-
pears on page — of the appellant’s brief.” (If
any claims are incorrect, they should be cor-
rectly reproduced in the answer.)
Statement as to any ground of rejection not
argued or responded to by applicant and the
particular cleims aff by such lack of

%ﬁ references of record relied on are:
1,786,481  Smith..___.__ 6-20
1,80432%  Jongl....ownT~23

 (In citing mn-?atent references, the current
location of the reference should be ified by
class and subclass or, if not claasified, the par-

218

has suthority to remand s case

privg aclon or
e |

prosent the

Fia

of

sxposition

“Responss to the allegatiors anid argume

the brief not already ot by the final rejection.
“For case having patentabilit W 6 oo
05 BeTing patentab R

1208.01 New Reference, New Objec-
o tiom or New Ground of Refec:

At the time of preparing his. answer to an
gggeal brief, the Examiner may decide that he
uld cite & pew reference, raise a new objec-
tion, or apply & new ground of rejection (new
reference, double patenting, ststutory bar or
other reason for rejemq%gga;nst;soma or all
of the appealed claims. The Group Manager’s
approval must be obtained prior to writing the
Answer for any new reference or new ground
of rejection or. objection incorporated in the
Exzaminer’s Answer. o
After prior approval of the Group Manager
is obtained, all rers citing new references or
containing new grounds of rejection or ol?;eq-
tion must be routed over the n:gemso’ ry Pri-
mary Examiner’s desk. These should then be
brought to the attention of the Manager for his
review and approval. The Manager will stamp
“approved” on the file copﬁegnly, of the Angwer
if it cites new art or applies a new ground of
rejection or objection and meets with his ap-
proval. If approval is given o the citation of
new the Answer will be mailed by
the Group and will include copies of the new
references. Reference Order Center will not be
involved in thess actions. Also, a PO-892 must
be completed for the file for use by the printer
in case of issuance as a patent. The Board will
return to the Director’s Office any Answer con-
taining )(1) a.n2 )newly cited refg;emfae (for any
purpose) or a new ground of rejection
where such Answer does not bear an. approved
stamp.
In order to introduce & new ground of re-
jection it is .iecessary either to reopen the ex
parte prosecution before the Examiner or to
include the new rejection in the Examiner’s
Answer, depending on existing circumstances,
The choice of action to be followed will depend

Rev, 15, Jan. 1968




-in. ﬂw Exmmr’s Answee would DOF-

.the approved procedure. l(l)jotgnrm,
@ W O any
standing &HowedmguOn
.reopamd.

Whemanewgroundofmecuonmwwd
i ammer’sA.nsyver,theAx t,un-

N A
msoﬁ’  the new. of. .Tejection is con-
cerned, may mcIude a.ny amen&ment or mate-

I?is mportant tlmt the new ground with re-
gard to which the Gronp r has been
consulted be clearly mdxcawd a8 such so that

the Board of A pealscanmdﬂ identi

applications where the appeﬂmt is entitled to a
‘Any new refer-

iod of sixty days for reply.
m should b}; clti?d ungg he caption “New
Reference u(hg ? The references of record relied
eﬁo appear under = caption to that
ect, ie., “The references of record relied on
are:” even though no new references are cited.
Likewiss when & ground of rejection not in-
volving & new reference is for the first
mne m the Answer after cansultation with the
ager the fact that it is a new ground
ahoulsbecl indicated, thus: THIS IS A
NEW GROUNB OF REJECTION, or some
eqiu%r:lent statement.
Examiner’s Answer which includes a
ignmmd of rejection should conclude with
ollowing paragraph:
“In view o thn new ground of rejection
Hant has sixty days within which he may
8 reply to this Answer. Such reply may
mclnde sny smendment or material appropri-
ate to the new ground and may request remand
to the Ezaminer to consider such amsndment
%ﬁl Prosecution W remning
closed. ure to respond to new groun
ofmjmtnmmybemstmdmaanmw
cence in this rejection.”

Baov, 16, Apr. 1068

those

pl:cant in lns btw‘ withdra.ws the appe

to some. of the n .};;‘clmmsam}th&

iner finds' nit ”"’clmmswbeaﬂwabi&

he should notxfy the Board of this fe,at, 8o that
the appeal may remo‘yed from the records.

Moreover, the Boa ’shqul%rlie nat;ﬁed when-

t;cti:m, the Exmmer xhouid ‘notif

‘of the withdrawal of the mectmn
on thet patent o that the appeal may be
dlsmlsaedastothe mvolved cla.lms ,

12090 Orlemrmg

Rule 194 Heuring. 'If no reguest for oral hearing
has been made by the appeliant, the appeal will be
assigned for consideration snd decision. If the ap-
pellant has requested an oral hearing, a day of bearing
will be set, and due notice thereof given to the appel-
lant. Hearing will be held as stated in the notice, and
oral argument will be limited o one-half hour unlms
otherwise ordered before the hearing bagins, »

1210 Actions Subsequent to Examin-
er’s Answer but Before Board’s
Decision [R-16]

JurispicTioN OF Boamp
Upon mailing of the Examiner’s answer on
appeal, jurisdiction of the case with respect to

t e q;ggxal rests exclusively with the Board of

App Any amendment, affidavit, or other

gmper relating to the appeal filed thereafter

t prior to the decision of the Boar d,hx:ay be

uansxdered by the Examiner only in the event
the case is remanded to him by the Board for

that purpose.
Devinen JURSDICTION

Where appeal is taken from the final rejec-
tion of one or more copied claims only, ]umsdm«

214




APPEAL

: ~ ) 1218.01
tion of the rest of the case remains with the Ex-  should be forwarded to the appells:
aminer, snd prosecution of the remaining clsima  an sffidavit is not accompanied by
may Pro as though the entire cass was un-  required under Rule 193, p : ot
efﬁs jurisdiction. Algo, where the Exam-  oconsider ite merits. If the delay in filing such
_iner certifies in writing that there js no conflict = affidavit is satisfactorily expluiined, the -
of subject matter, an appesal to the Board of iner will admit the same and_consider its
A pecl mey P concurrently with an  merits. If this affdevit is accepted as overcom-
ini 8 ing the reference, or references, used in the final

1211 Remsand by the Board To Con-
sider Amendment
There is no obligation resting uvn the Board
to consider new or amended claims sabmitted
while it has jurisdiction of the appeal. In re
Sweet, 1948 C.D. 535; 556 O.G. 726. A pro-
amendment may be remanded for such
consideration as the Examiner may see fit to
ive. Such an amendment, unless filed under
ule 193(b), will be treated in the same way
as an amendment after final rejection.
If the proposed amendment is in effect an
abandonment of the appeal, as, by canceling

the a; ied claims, other claims bemg resent
whi };erzlpatentab e in the opinion of the Ex-

aminer, the amendment will be entered, the
Clerk of Board being so notified in order that
the case may be removed from the Board’s

docket.

1212 Remand To Consider Affidavits
[R-16]
Rule 195, Afidavits ofter appeal. Affidavits or ex-
hibits submitted after the case has been appealed will

not be admitted without 8 showing of good and sufil-
clent reasons why they were not earlier presented.

Affidavits filed with or after appeal but be-
fore the mailing' of the Examiner’s answer will
be considered for entry only if the applicant
makes the necessary showi.nﬁ under Rule 195 as
to why they were not earlier presented. Au-
thority from the Board is not necessary to con-
gider such affidavits. Affidavits filed as & first
response to a final rejection and prior to 2 notice
of appeal should be entered and considered
without & showing as to why they were not filed
earlier. Affidavits filed as a second nse to
a final rejection and prior to a notice of appeal
should be entered and considered only if accom-
5:011'170& b% a proper showing under Rule 118(b).

.13.

In the case of aflidavits filed after the mail-
ing of the Examiner’s answer, the Examiner
is without authority to consider the same in the
absence of a remand by the Board. When a
cage iz remanded to the Examiner for the con-
sideration of such affidavits, the Examiner, after
having given such consideration as the facts in
the case require, will return the case to the Board
of Appesls with his report, 8 copy of which

214.1

rejection, and s new reference havi
date prior to the date of invention established in
the record, or having & publication dats more
than ome year prior to the applicant’s filing
date, is found, it may be substituted for the one
overcome without Yy reopening the case
to further prosecution before the Exsminer.
Ex parte Bowyer, 1888 C.D. 5; 505 O.G. 759.
It is not the custom of the Board to remand
affidavits offered in connection with a request
for reconsideration of its decision. Affidavits
submitted for this purposs, not remanded to
the Examiner, are considered only as argu-
gle';xts. In re Martin, 1946 C.D. 180; 586 O.G.

1213 Decision by Board [R-16]

Hetrect of Rule 196. Decision by the Boerd of
Appeals., (a) The Board of Appesls, in its decision,
may affirio or reverse the decision of the primary ex-
aminer in whole or in part on the grounds and on the
claims specified by the examiner. The affirmance of
the rejection of a claim on any of the grounds specified
constitutes a general affirmance of the decigion of the
primary examiner om that claim, except as to any
ground specifically reversed.

1213.01 Recommendations of Board
[R-16]

HBztract of Rule 136. Dectsion by the Board of Ap-
peals. . . . (¢) Should the decision of the Board of
Appesis include an explicit siatement that a2 claim may
be allowed in amended form, applicant shall bave the
right to amend in conformity with such statement,
which shall be binding on the primary examiner in the
absence of new references or grounds of rejection.

If the Examiner knows of references or rea-
sons which were not before the Board, such a
favorable recommendation is not binding upon
him. Likewise, any change in a favorably rec-
ommended claim other than the amendments
recommended would tend to destroy the force
of such recommendation. Ex parte Young, 18
Gour. 24 31.

In the absence of an express recommenda-
tion, a remark by the Board that a certain
feature does not appear in a claim is not to
be taken a3 a recommendation that the claim
be sllowed if the feature is supplied by amend-
ment. Ex parte Norlund, 1913 C.ID. 181; 192

0.G. 989.
Rev. 16, Apr. 1968
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nmrﬁ
1214 01 New Gmnnd of Re;ecuon
e [R--16] ,

Enmmnmm& mwmzouﬂ!ef
Appeals . . . -(b) Bhould tha Board of Appeals have
k-wwledse tgot any grounds not iuvolved in the appesl
for rejecting any appealed claim, it may includs in its
decision a statement to that effdet with its zeasons for
8o holding, which statement shall constitute e rejection
of the ciaima.  ; The appeilant may submit an approprl-
ate amendment of the claime so rejocted or & showing
of facts, or both, avd have the matter comsidered by
the primary examiner, . The: statement shell be bind-
ing upon: the primary exswiner unless an sumendment
which, in the opinion of the primary examiner, avoids
the additional greund for rejection stated im the ‘deci-
sion. - The spplicant mway walive such reconsideration
before the primary ‘examiner and have the ease re-
considered by the Board of Appesls wpon the same
record  before. them. Where reguest for such recon-
sideration iz made the Board of Appeals shall, if nec-
essary, render & new decision which shall include all
grounds upon which 2 patent is refused. The applicant
may waive recongideration by the Board of Appeals
and treat the decision, including the added grounds
for rejection given by the Board of Appesls, ag e fGnal
decision in the case.

reguest for recon51deratlon by the Board
must be filed within thirty days from the date
of the declslon, the penod set by Rule 197,

second pam%m in this man-
ner the applicant wa:ves ight to further
rosecutlon before the Examiner. Inre Green-

1930 C.D. 581; 400 0.G. 226.
the Board’s decision completely re-
moves the Examiner’s rejection as to one or
more claims and a new one under
Rule 196(b), the applicant, if he elects to pro-
ceed before the Kxaminer, must take such
action within six months from the Board’s
decision. See the decision at 698 O.G. 186;
1955 C.D. 3. A shortemddpenod for response
may be set in the Board’s
'he applicant may amend the claims in-
volved, or substitute new claims to avoid the
art or reasons adduced by the Board. Ex
rte Burrowes, 1904 C.D. 155; 110 O.G. 599.
ch amended or new claims must be directed
to the same subject matter as the led
claims, Ex parte Comstock, 1923 C.D. 82;
317 0.G. 4.
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ing mmMmﬁmﬁm Tho new
grmé;fmjmmmﬁadbymmm
mm@mmwtm a8 to that
3 mﬁwmwhmhthawmgm«mwm

on,a.pphcmtmymatweh

s finel and file either 8
therefmmto%GC.P.A.,er
a civil action under 86 US.C. 145. In re

ﬁ. ;ﬁ g

Crowell, 1880 C.D. 860; 397 O.G. 3.
the ag mtavaﬂshmm&fofthetmrdog
tion, he waives his right to reconsideration

the Board, or by the Examiner, discussed
above. In re Hemz, 1916 C.D 292 151 OG

1014,

1214-02 Pmeeduw Afeer Dee:don
- [R-16] ,

Batract jmm M 287. Aoaou ,‘om doomou.
(a) After decision by the Board of Appeale, the case
shall ‘be zeturned to the primery examiner, sabject to
the applicant’s right of appeal or other review, for guch
further action by the applicant or by the primary ex-
aminer,uﬂaecondiﬁonofthemmymuim.to

carry into effect the decision.
After an appeal to the Boo.rd of Appeals has

been decided, a e decision is meiled
to the appe]la.nt the original placed in the
file. The Clerk of Board notes the decision. on

the file wrapper and in the record of appeals,
and then forwards the file to the Primary
aminer through the office of the Group Mmmger

1214.63 Rehearing and Reconsidera-
tion A
Under Ruls 197, any request or pe! Gtion for
rehering o ot o
must wi
ﬁmm of the o demsl unlgg
that decision is so modified as to beooum in
effect, a new decision, and the Board of Ap-
peals 0 states.
Any soft co e({nes in the file wrapper should
not be removed until the period of reconsiders-
tion expires.

1214.04 FExaminer Reversed [R-16]

A. complete reversal of thq Examiner’s re-
jection brings the case up for immediate action
i)y the Examiner.

The Examiner should never regard such a
roversal as & chall to make a new search to

uncover other and better referemces. This is
particularly so where the application has

Bev. 16, Ape. 1008




wuhm:mdtr Raule 198 ﬁrtbapurposeo en-
mgthonowmwtmn.

1214.05 Caneellamn of Wlthdrawn
Claims

Whue o appelhnt mﬂzdnwssome of the
c]gxms,theand the Board xgzgrstis the
on claims,

B e e e riratins
to cancel the withdrawn clgims, - It is not nec-
of the cancel-

1214.06 ExaminerSusuinedehole
 or in Part [R-16] '

Botract from Rule 197, Aotlen follewing decision
. (¢) When an appeal is or sizmds dismiesed, or
whenﬁeﬂmeforappealtothemtorreviwby
civil action (rule 804) has expired and no such appeal
or civil action has been flled, proceedings in the ap-
pliationmemdderedtemﬂutedudthedismlsul
or expiration date except in those applications in which
claims stand sllowed or in whick the nature of the
dedﬂanrequiresturtheracﬂobbvtheexamlner. If
an sppeal to the court pr a civil action hes been filed,
proceedings in the spplication are eimilarly considered
terminated when the appeal or civil action is termi-
nated,

If the Examiner was sustained either in
whohormparb it is i to notify ap-
pheantof ‘status of case unless asked

to do so. E:patteBuebmherng%(}.D

55;3270.G. 21

seeking review of 8 decision of

the Board of Appeals by the C.C.P.A. or the
District Court is the same for both tribunals,
thztrs,sxxtydays,ormxtydzysthhtheex—
tension provided by Rule 304 in the event a peti-
tion for reconsiderstion or is sea-
somb!y filed before the Board. ‘When the time
court review (plus two weeks to al-

low for information as to t of an appeal
or civil action, if any, to reach Examiner)
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The takestheamupun&pm
to issus on the claims which stand allowed. "A
red ink line should be drawn through the re-
fused ‘claims ‘and the notation “Baard Deca
mm”mﬂenmthomargmmmdmk.

Xf emcorrscted matters of form whmhcannot
be handled without written correspondence re-
mammﬂmoma,theEn.nnnershmﬂdukaap-

: ution “is ‘otherwise

rendered (da#aofdwision) hssex~
ind notbg:rther action hr;g
applican proceedings as
¢ aml\)él,) are of)’nsldered termmated 868 Ruie

(e

2’1‘119& catlonwﬂlbepmdtomeon
claims Enoify which stand sllowed pro-
vided the m formal matter(s) is (ars)
p:::({dy oswntum i3 otherwise

(Set out formal matter(s) requmng cor-
rection.)

(Set Shortened Statutory Period for re-

C. &mwuregmraaatma. 1 the decision of
the Board is an affirmance in part and includes
a reversal of a rejection that brings certain
claims up for action on the merits, such as s
decision all ero elas in a ma: con-
taining species not pre-
viously acted upon, the Examiner will takepthe
case up for a,ppropnata action on the matters
thus brought up, but the case is not considered

open to r prosecution except as to such
matters,

D. 196(5) rejection. Where the
makes & new rejection under Ruls 196(b) and
no action is taken with reference thereto
applicant within six months, or such &
period as may be seb sn the Board's devision,

the examiner should procsed in the manner




situations A, B, or C, depending on which is
apﬁomiate to the case. See:1213.0L ... -
e practice under situations A, B, and C is

similar to the practice after a decision of th
Court outlined in Section 1216.01.. .. ..

In view of the above practice, Examiners
must be very careful that a%)plicatitms which
come back from the Board of Appeals are not
overlooked because every case, except those in
which all claims stand  rejected after the
Board’s decision, is up for action by the Ex-
aminer in the event no court review has been
sought. . Consequently, when a file is received
after decision by the Beard of Appeals,. it
must be examined and appropriate precautions
taken to indicate the presence of allowed
claims, if any.. This may. he: done by writing
the notation “Allowed Claims” on “Contents”
of file wrapper immediately below endorsement
“Decision by Board”. ;

See Sections 1216.01 and 1216.02 for proce-
dure where court review is sought. -

1214.07 Reopening of Prosecution

Rule 198. Reopening after decision. Cases which
have been decided by the Board of Appeals will not be
reopened or reconsidered by the primary examiner, ex-
cept under the provisions of rule 198, without the writ-
ten authority of the Commissioner, and then only for
the consideration of matters not already adjudicated,
sufficient cause being shown.

Sometimes an amendment is filed after the
Board’s decision which does not carry into ef-
fect any recommendation made by the Board
and which presents a new or amended claim or
claims. In view of the fact that the prosecu-
tion of the case is definitely closed, the appli-
cant clearly is not entitled to have such amend-
ment entered as a matter of right. However,
if the amendment obviously places the case in
condition for allowance, the Primary Exam-
iner should endorse on the amendatory paper a
recommendation that the amendment be ad-
mitted, and with the concurrence of the Group
Supervisor and approval by the appropriate
Director, the amendment will be entered.

Where the amendment cannot be entered, the
Examiner should write to the applicant noti-
fying him that the amendment cannot be en-
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conditions set forth in 1214.08
B), the cnse should be passed to

1215  Withdrawal or Dismissal of Ap-
1 Withdrawal of Appeal
Where, after appeal has been filed and be-
fores?zamonby the Board of Appesls, an
appellant withdraws the appeal more than six
months afterthe date of the final rejection, the
a¥p1icatim “is to be considered abandoned as
of -the date on which the ;ggec] was with-
drawn unless there are allowed claims in the
CaABBy e vt e T L PSR
Where a letter abandoning the aft)glication is
filed in accordance with Rule 138, the effective
date of sbandonment js the date of filing of
such letter. (Basis: Notice, Sept. 3, 1948.)
If a brief has been filed within the time per-
mitted by Rule 192 (or any extension thereof)
and appellant withdraws the a tpeql,' the case
is returned to the Examiner. there are no
allowed claims in the case, the Examiner writes
a Jetter of abandonment.

1215.02 Claims Standing Allowed

If the application contains allowed claims,
as well as claims appealed, the withdrawal of
the appeal does not operate as an abandon-
ment of the application, but is considered a
withdrawsl of the appealed claims and author-
ity to the Examiner to cancel the same. An
amendment canceling the af)pealed claims is
equivalent to a withdrawal of the appeal.

1215.03 Partial Withdrawal

A withdrawal of the appeal as to some only
of the claims on appeal operates to withdraw
those claims from the case and the appeal con-
tinues as to the remaining claims. The with-
drawn claims will be canceled by the Examiner
when necessary without further action by the
applicant. '

Rev. 12, Apr. 1947




16 34 brief in fled within the time proscribed

Yo

no clainis stand allowed the applt
cation is considered as sbandoned, on the date
the brief was due. No notification- of the
applicant that the application is abandoned is
necessary. If claims stand allowed-in the ap-
plication, the failure to file a brief and conse-
quent dismissal of the appeal is to be treated
as a withdrawal of the appeal and of any
claim not standing allowed. / The application
should be passed to issne forthwith when the
file is received from the Board of Appeals.
However, if formal matters remain to be at-
tended to, the Examine. should take appropri-

ate action on such matters, setting a shortened

period for reply, but the application is to:be
considered closed to further prosecution except
as to such matters. =~~~ ¢
A letter such as the following is suggested: -
“In view of applicant’s failure to file a brief
within the time prescribed by Rule 192, the
appeal stands dismissed and the proceedings
as to the rejected claims are considered termi-
nated; see Rule 197, third paragraph.
“This application will be to issue on
claims (identify) which stand allowed pro-
vided. the following formal matter(s) is (are)
corrected. Prosecution is otherwise closed.”
(Set out formal matter(s) requiring cor-
rection.) = : R ,
(Set Shortened Statutory Period for re-
sponse.) |
‘The time for filing the brief can be extended
as set forth in Rule 192.  Any petition for such
extension must be received before the date the
brief is due or the expiration of a previously
granted extension and must show good cause
for the extension. If the time for filing the
brief has passed and the application has conse-
quently become abandoned, the applicant may
petition to revive the application, as in other
cases of abandonment, and to reinstate the ap-
peal; if the application is not abandoned the
petition would be to reinstate the claims and
the appeal, but a showing equivalent to that in
the petition to revive would be required. Such
petitions will ordinarilv be handled by the So-
licitor and Law Examiners on behalf of the
Commissioner.
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appeal to the Court of Customs and Patent
Appeals or by civil action in the District Court
for the Distriet-of Columbia, are not opened
by the Patent Office tothe public. =~~~
During the pendency of a suit, while the file
is retained in the examining group until the
case comes up for trial, the spplication is not
under the jurisdiction of the Kxaminer; and
any amendment, as one copying claims from
& patent for interference purposes; can be ad-

mitted only under the provisions of Rale 198,

ent Appeals

An applicant dissatisfied with the decision
of the Board of Appeals may within 60 days
of the date of the Board’s decision file a “Notice
of ‘%ﬁpeal” in the Patent Office. S

én the Office of the Solicitor receives the
appeal, it acknowledges receipt of the notice
and requests that an order (called praecipe)
be filed within 20 days. The order or praecipe
states the exact.papers to be certified which
forms the transcript of record that is trans-
mitted to the court.

The transcript of record, petition and fec
must be filed in the court within 40 days (exclu-
sive of Sundays and legal holidays) from the
date upon which said “Notice of Appeal” was
filed; provided the Commissioner does not
extend such time.

The appeal is docketed in the court if the
petition, transcript and fee are timely filed. If
not timely filed, there is no specific order of
dismissal by the court but the rules of the court
restore jurisdiction to the Patent Office. If no
claims stand allowed proceedings are consid-
ered terminated on the last day the petition,
transeript and fee were due (since up to this
day the case was alive and appellant could take
some action).

A fter restoration of jurisdiction to the Patent
Office the action taken by the examiner will
be the same as set forth in the paragraphs under
“Action Following Decision by Court”.

%
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“Finally, the clerk of the court fo
the Office a certified copy of the co
sion on the apgealed claims. i
duplicate of the uncertified copy first for-
warded, unless modified as a It of the peti-
tion for rehearing or, possibly, altered to cor-
rect some minor error. ‘The receipt of this copy
by the Patent Office marks the conclusion of the
appeal. The decision of the court is published ;
but unless the application becomes a patent, the
public is not given access to the application file
itself. Since a transcript of the application
becomes a part of the court record, it may of
course be inspected there by anyone.

The Solicitor enters the certified copy of the
Court’s decision in the application file and
returns it to the Primery Examiner. The So-
licitor uses the uncertified copy as a basis for
publication of the decision in the Official
Gazette.

Action Fowurowineg Decision By CoURT

1. All claims rejected. If all claims in the
case stand rejected, proceedings on the applica-
tion are considered terminated on the date of
receipt of the Court’s certificate and the appli-
cation is not open to subsequent amendment
and prosecution by the ?plicant. The appli-
cation is no longer considered pending. ,

2. Some claims allowed. If some claims in
the case stand allowed, either by reversal of the
Office decision by the Court or by having been
allowed by the Examiner or the Board of
Appeals, proceedings are considered terminated

as to the rejected claims. Action by the appli-

cant canceling the rejected claims is not con-
sidered necessary. The Examiner will pass the
case for issue forthwith on the allowed claims,
the applicant being advised of such action.
The rejected claims may be cancelled by the
Exzaminer with an appropriate notation on the
margin, to avoid confusion of the printer.
However, if formal matters remain to be at-
tended to, the Examiner should take appro-
priate action on such matters, setting & short-
ened period for reply, but the application is
considered closed to further prosecution except
as to such matters. If all claims in the case
stand allowed after the Court’s decision formal
matters if any should be taken care of and the
case passed for issue.
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DisMissaL 0F APPEAL

After the appeal is docketed in the Court,
failure to prosecute the appenl, ss by failuve
to print, the record or failure to file the brief,
will result in dismissal of the appeal bg the
Court ; or there may be o dismissal by the Court
at the request of the appellant. The proceed-
ings are considered terminated and the applica-
tion abandoned if applicable as of the date of
disuzissal, see section 1215.05.

After dismissal, if no claims stand allowed
the action taken i)y the examiner will be the
same as set forth in paragraph 1 of the above
section; if claims stand allowed the action is

in accordance with paragraph 2.

1216.02 C(ivil Suits

When & suit under 35 U.S.C. 145 is filed
a notice thereof signed by the Solicitor of the
Patent Office is placed in the application file.
The file is kept in the Solicitor’s cffice pending
termination of the suit. When the suit is ter-
minated, a statement indicating the final dis-
position of it by the court is placed on the
vriginal notice by the Solicitor and the appli-
cation is returned to the Examiner, whose
subsequent procedure is the same as his action
following appeal, described in 1216.01, supra.
If the exact date when proceedings were ter-
minated is material, it may be ascertained by
inquiring at the Solicitor’s office.

e applicant ordinarily furnishes to the
court a certified copy of the file wrapper and
contents at the time of the trial. If the suit is
dismissed before coming to trial, no disclosure
of the application to the public necessarily re-
suits. Unlike an appeal to the U.S. Court of
Customs and Patent Appeals, the filing of a
civil action does not require the immediate
filing of a transcript of the application. The
complaint, however, is open to the public.

Files subpoenaed by the court may be sent
to the court in care of a Patent Office employee
along with a certified copy, under stipulation
that the copy be retained by the court and the
original brought back to the Office by said

employee.
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