Appendix R PATENT RULES

Title 37 - Code of Federal Regulations
Patents, Trademarks, and Copyrights

CHAPTER | — PATENT AND TRADEMARK
OFFICE, DEPARTMENT OF COMMERCE

SUBCHAPTER A - GENERAL

PATENTS

Part

1 Rulesof practicein patent cases

3 Assignment, recording and rights of assignee

4  Complaints regarding invention promoters

5  Secrecy of certain inventions and licenses to export and file
applicationsin foreign countries

7 [Reserved]

Index 1 - Rules pertaining to patents

PRACTICE BEFORE THE PATENT AND
TRADEMARK OFFICE

10 Representation of others before the Patent and Trademark
Office

Index Il - Rules relating to practice before the Patent and
Trademark Office

15 [Reserved]

15a [Reserved]

SUBCHAPTER C - PROTECTION OF
FOREIGN MASK WORKS

150 Requestsfor Presidentia proclamations pursuant
to 17 U.S.C. 902(a)(2)

SUBCHAPTER A - GENERAL

PART 1- RULESOF PRACTICEIN
PATENT CASES

Subpart A - General Provisions
GENERAL INFORMATION AND
CORRESPONDENCE

11 Addresses for correspondence with the Patent and
Trademark Office.
12 Business to be transacted in writing.

13
14
15
16
17

18
1.9
1.10

111
112
1.13
114
115

1.16
117
1.18
1.19
1.20
121
122
1.23
124
1.25
1.26
1.27
1.28

131

1.32
133

1.34
1.36

Business to be conducted with decorum and courtesy.
Nature of correspondence and signature requirements.
Identification of application, patent, or registration.
Receipt of correspondence.

Times for taking action; expiration on Saturday, Sunday,
or Federd holiday.

Certificate of mailing or transmission.

Definitions.

Filing of papers and fees by “Express Mail.”

RECORDS AND FILES OF THE PATENT
AND TRADEMARK OFFICE

Files open to the public.

Assignment records open to public inspection.
Copies and certified copies.

Patent applications preserved in confidence.
Requests for identifiable records.

FEES AND PAYMENT OF MONEY

National application filing fees.
Patent application processing fees.
Patent issue fees.

Document supply fees.

Post issuance fees.

Miscellaneous fees and charges.
Fees payable in advance.

Method of payment.

Coupons.

Deposit accounts.

Refunds.

Statement of status as small entity.
Effect on fees of failure to establish status, or change
status, asasmall entity.

Subpart B - National Processing Provision

PROSECUTION OF APPLICATION AND

APPOINTMENT OF ATTORNEY OR AGENT

Applicants may be represented by a registered attorney or
agent.

[Reserved]

Correspondence respecting patent applications,
reexamination proceedings, and other proceedings.
Recognition for representation.

Revocation of power of attorney or authorization;
withdrawal of attorney or agent.
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141
1.42
1.43
144
145
1.46
147

1.48

151
152
153

154
155
1.56
157
158
1.59

1.60
161
1.62

1.63
164
1.66
1.67
1.68
1.69
1.70

171
1.72
1.73
174
175
177
1.78

1.79

MANUAL OF PATENT EXAMINING PROCEDURE

WHO MAY APPLY FOR A PATENT

Applicant for patent.

When the inventor is dead.

When the inventor isinsane or legally incapacitated.
Proof of authority.

Joint inventors.

Assigned inventions and patents.

Filing when an inventor refuses to sign or cannot be
reached.

Correction of inventorship in a patent application,
other than a reissue application.

THE APPLICATION

General requisites of an application.

Language, paper, writing, margins.

Application number, filing date, and compl etion

of application.

Parts of application to be filed together; filing receipt.
Claim for foreign priority.

Duty to disclose information material to patentability.
[Reserved]

Chemical and mathematical formulae and tables.
Expungement of information or copy of papersin
application file.

[Reserved]

[Reserved]

[Reserved]

OATH OR DECLARATION

Oath or declaration.

Person making oath or declaration.
Officers authorized to administer oaths.
Supplemental oath or declaration.
Declaration in lieu of oath.

Foreign language oaths and declarations.
[Reserved]

SPECIFICATION

Detailed description and specification of the invention.

Title and abstract.

Summary of the invention.

Reference to drawings.

Claim(s).

Arrangement of application elements.
Claiming benefit of earlier filing date and
cross-references to other applications.
Reservation clauses not permitted.
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THE DRAWINGS

1.81 Drawings required in patent application.
1.83  Content of drawing.

1.84 Standardsfor drawings.

1.85 Correctionsto drawings.

1.88 [Reserved]

MODELS, EXHIBITS, SPECIMENS

191 Models or exhibits not generally admitted as part of
application or patent.

192 [Reserved]

193 Specimens.

194 Return of models, exhibits or specimens.

1.95 Copies of exhibits.

1.96 Submission of computer program listings.

INFORMATION DISCLOSURE STATEMENT

1.97  Filing of information disclosure statement.
198 Content of information disclosure statement.
199 [Reserved]

EXAMINATION OF APPLICATIONS

1101 [Reserved]

1102 Advancement of examination.

1.103 Suspension of action.

1.104 Nature of examination.

1105 [Reserved]

1106 [Reserved]

1107 [Reserved]

1108 [Reserved]

1109 [Reserved]

1.110 Inventorship and date of invention of the subject
matter of individua claims.

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

1111 Reply by applicant or patent owner.
1112 Reconsideration before final action.
1.113 Final rejection or action.

AMENDMENTS

1115 [Reserved]

1.116 Amendments after final action or appeal.
1117 [Reserved]

1118 [Reserved]

1119 [Reserved]

1121 Manner of making amendments.
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1122 [Reserved]

1123 [Reserved]

1124 [Reserved]

1.125 Substitute specification.

1.126 Numbering of claims.

1.127 Petition from refusal to admit amendment.

TRANSITIONAL PROVISIONS

1.129 Transitional procedures for limited examination after final
rejection and restriction practice.

AFFIDAVITS OVERCOMING REJECTIONS

1.130 Affidavit or declaration to disqualify commonly owned
patent as prior art.

1.131 Affidavit or declaration of prior invention to overcome
cited patent or publication.

1.132 Affidavits or declarations traversing grounds of rejection.

INTERVIEWS

1.133 Interviews.

TIME FOR REPLY BY APPLICANT;
ABANDONMENT OF APPLICATION

1.134 Time period for reply to an Office action.

1.135 Abandonment for failure to reply within time period.
1.136 Extensions of time.

1.137 Revivd of abandoned application or lapsed patent.
1.138 Express abandonment.

1139 [Reserved]

JOINDER OF INVENTIONS IN ONE
APPLICATION; RESTRICTION

1.141 Different inventionsin one national application.

1.142 Requirement for restriction.

1.143 Reconsideration of requirement.

1.144 Petition from requirement for restriction.

1.145 Subsequent presentation of claimsfor different invention.
1.146 Election of species.

DESIGN PATENTS

1151 Rulesapplicable.

1152 Design drawings.

1.153 Title, description and claim, oath or declaration.
1.154 Arrangement of application elements.

1.155 Issue of design patents.
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1.161
1.162
1.163
1164
1.165
1.166
1.167

1171
1.172
1.173
1174
1.175
1.176
1177
1.178
1.179

PLANT PATENTS

Rules applicable.

Applicant, oath or declaration.

Specification and arrangement of application elements.
Claim.

Plant Drawings.

Specimens.

Examination.

REISSUES

Application for reissue.
Applicants, assignees.
Specification.

Drawings.

Reissue oath or declaration.
Examination of reissue.
Reissue in divisions.
Origina patent.

Notice of reissue application.

PETITIONSAND ACTION BY THE COMMISSIONER

1.181
1.182
1.183
1184

1.191
1.192
1.193
1194
1.195
1.196

1.197
1.198

1.248

Petition to the Commissioner.
Questions not specifically provided for.
Suspension of rules.

[Reserved]

APPEAL TO THE BOARD OF PATENT
APPEALS AND INTERFERENCES

Appeal to Board of Patent Appeals and Interferences.
Appellant's brief.

Examiner's answer and reply brief.

Oral hearing.

Affidavits or declarations after appeal.

Decision by the Board of Patent Appeas and
Interferences.

Action following decision.

Reopening after decision.

MISCELLANEOUS PROVISIONS

Service of papers; manner of service; proof of servicein
cases other than interferences.

PROTESTS AND PUBLIC USE PROCEEDINGS

1.291
1.292
1.293

Protests by the public against pending applications.
Public use proceedings.
Statutory invention registration.
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1.294

1.295

1.296

1.297

1.301
1.302
1.303
1.304

1311
1.312
1313
1.314
1.315
1.316
1.317
1.318

1.321

1.322
1.323
1.324
1.325

1331
1.332
1.333
1334
1.335

1.351
1.352

MANUAL OF PATENT EXAMINING PROCEDURE

Examination of request for publication of a statutory
invention registration and patent application to which
the request is directed.

Review of decision finally refusing to publish a statutory
invention registration.

Withdrawa of request for publication of statutory
invention registration.

Publication of statutory invention registration.

REVIEW OF PATENT AND TRADEMARK
OFFICE DECISIONS BY COURT

Appeal to U.S. Court of Appealsfor the Federal Circuit.
Notice of appeal.

Civil action under 35 U.S.C. 145, 146, 306.

Time for appeal or civil action.

ALLOWANCE AND ISSUE OF PATENT

Notice of Allowance.

Amendments after allowance.

Withdrawal fromissue.

Issuance of patent.

Delivery of patent.

Application abandoned for failure to pay issue fee.
Lapsed patents; delayed payment of balance of issue fee.
[Reserved]

DISCLAIMER
Statutory disclaimers, including terminal disclaimers.
CORRECTION OF ERRORSIN PATENT

Certificate of correction of Office mistake.
Certificate of correction of applicant's mistake.
Correction of inventorship in patent.

Other mistakes not corrected.

ARBITRATION AWARDS

[Reserved]
[Reserved]
[Reserved]
[Reserved]
Filing of notice of arbitration awards

. AMENDMENT OF RULES

Amendments to rules will be published.
[Reserved]
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MAINTENANCE FEES

1.362 Time for payment of maintenance fees. 68

1.363 Fee address for maintenance fee purposes.

1.366 Submission of maintenance fees.

1.377 Review of decision refusing to accept and record
payment of amaintenance feefiled prior to expiration
of patent.

1.378 Acceptance of delayed payment of maintenance feein
expired patent to reinstate patent.

Subpart C - International Processing Provisions
GENERAL INFORMATION

1.401 Definitions of terms under the Patent Cooperation Treaty.

1412 The United States Receiving Office.

1.413 The United States International Searching Authority.

1.414 The United States Patent and Trademark Officeasa
Designated Office or Elected Office.

1.415 The International Bureau.

1.416 The United States International Preliminary Examining
Authority.

1419 Display of currently valid control number under the
Paperwork Reduction Act.

WHO MAY FILE AN INTERNATIONAL
APPLICATION

1.421 Applicant for international application.

1.422 When theinventor is dead.

1.423 When theinventor isinsane or legally incapacitated.
1.424 Joint inventors.

1.425 Filing by other than inventor.

THE INTERNATIONAL APPLICATION

1.431 Internationa application requirements.

1.432 Designation of States and payment of designation and
confirmation fees.

1.433 Physical requirements of international application.

1.434 Thereguest.

1.435 The description.

1436 Theclaims.

1.437 The drawings.

1.438 The abstract.

FEES
1.445 International applicationfiling, processing and searchfees.

1.446 Refund of internationa application filing and processing
fees.



1451

1.455

1.461

1.465

1.468

1471

1.472

1.475

1.476

1477

INTERNATIONAL PRELIMINARY EXAMINATION

1.480
1.481
1.482
1.484
1.485

1.488

1.489

1.491

PATENT RULES

PRIORITY

The priority claim and priority document in an
international application.

REPRESENTATION
Representation in international applications.
TRANSMITTAL OF RECORD COPY

Procedures for transmittal of record copy to the
International Bureau.

TIMING

Timing of application processing based on the priority
date.
Delays in meeting time limits.

AMENDMENTS

Corrections and amendments during international
processing.

Changes in person, name, or address of applicants and
inventors.

UNITY OF INVENTION

Unity of invention before the International Searching
Authority, the International Preliminary Examining
Authority and during the national stage.
Determination of unity of invention before the
International Searching Authority.

Protest to lack of unity of invention before the
International Searching Authority.

Demand for internationa preliminary examination.

Payment of international preliminary examination fees.

Internationa preliminary examination fees.
Conduct of international preliminary examination.
Amendments by applicant during international
preliminary examination.

Determination of unity of invention before the
Internationa Preliminary Examining Authority.
Protest to lack of unity of invention before the
Internationa Preliminary Examining Authority.

NATIONAL STAGE

Entry into the national stage.
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1.492
1.494

1.495

1.496

1.497
1.499

1.501

1.510
1.515
1.520

1.525
1.530
1.535
1.540
1.550
1.552
1.555

1.560
1.565

1.570

1.601
1.602

1.603

1.604

1.605
1.606

1.607

National stage fees.

Entering the national stage in the United States
of America as a Designated Office.

Entering the national stagein the United Statesof America
as an Elected Office

Examination of international applicationsin the national
stage.

Oath or declaration under 35 U.S.C. 371(c)(4).

Unity of invention during the national stage.

Subpart D - Reexamination of Patents
CITATION OF PRIOR ART
Citation of prior art in patent files.
REQUEST FOR REEXAMINATION

Request for reexamination.
Determination of the request for reexamination.
Reexamination at the initiative of the Commissioner.

REEXAMINATION

Order to reexamine.

Statement; amendment by patent owner.

Reply by requester.

Consideration of responses.

Conduct of reexamination proceedings.

Scope of reexamination in reexamination proceedings.
Information material to patentability in reexamination
proceedings.

Interviews in reexamination proceedings.

Concurrent office proceedings.

CERTIFICATE

Issuance of reexamination certificate after reexamination
proceedings.

Subpart E - Interferences

Scope of rules, definitions.

Interest in applications and patents involved in an
interference.

Interference between applications; subject matter of the
interference.

Request for interference between applications by an
applicant.

Suggestion of claim to applicant by examiner.
Interference between an application and a patent; subject
matter of the interference.

Request by applicant for interference with patent.
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1.608

1.609
1.610

1611
1.612
1.613

1.614
1.615
1.616

1.617
1.618
1.621
1.622

1.623

1.624

1.625
1.626
1.627

1.628
1.629
1.630
1.631

1.632

1.633
1.634
1.635
1.636
1.637
1.638
1.639
1.640

1.641
1.642
1.643
1.644
1.645
1.646
1.647
1.651

MANUAL OF PATENT EXAMINING PROCEDURE

Interference between an application and a patent;
primafacie showing by applicant.

Preparation of interference papers by examiner.
Assignment of interference to administrative patent
judge, time period for completing interference.
Declaration of interference.

Access to applications.

Lead attorney, same attorney representing different
partiesin an interference, withdrawal of attorney or
agent.

Jurisdiction over interference.

Suspension of ex parte prosecution.

Sanctions for failure to comply with rules or order
or for taking and maintaining a frivolous position.
Summary judgment against applicant.

Return of unauthorized papers.

Preliminary statement, time for filing, notice of filing.
Preliminary statement, who made invention,

where invention made.

Preliminary statement; invention made in United States,
aNAFTA country, or aWTO member country.
Preliminary statement; invention made in a place
other than the United States, a NAFTA country,

or aWTO member country.

Preliminary statement; derivation by an opponent
Preliminary statement; earlier application.
Preliminary statement; sealing before filing,
opening of statement.

Preliminary statement; correction of error.

Effect of preliminary statement.

Reliance on earlier application.

Accessto preliminary statement, service of
preliminary statement.

Notice of intent to argue abandonment, suppression
or conceal ment by opponent.

Preliminary motions.

Motion to correct inventorship.

Miscel laneous motions.

Motions, time for filing.

Content of motions.

Opposition and reply; timefor filing opposition and reply.
Evidence in support of motion, opposition, or reply.
Motions, hearing and decision, redeclaration

of interference, order to show cause.
Unpatentability discovered by administrative patent judge.
Addition of application or patent to interference.
Prosecution of interference by assignee.

Petitions in interferences.

Extension of time, late papers, stay of proceedings.
Service of papers, proof of service.

Translation of document in foreign language.
Setting times for discovery and taking testimony, parties
entitled to take testimony.
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1.652
1.653
1.654
1.655
1.656
1.657
1.658
1.659
1.660
1.661
1.662

1.663
1.664
1.665
1.666
1.671
1.672
1.673
1.674
1.675

1.676
1.677
1.678
1.679
1.682
1.683
1.684
1.685
1.687
1.688
1.690

1.701
1.710
1.720
1.730
1.740
1741
1.750
1.760

1.765
1.770

1.775

1.776

1777

Judgment for failure to take testimony or file record.
Record and exhibits.

Final hearing.

Matters considered in rendering afina decision.
Briefsfor final hearing.

Burden of proof as to date of invention.

Final decision.

Recommendation.

Notice of reexamination, reissue, protest, or litigation.
Termination of interference after judgment.

Request for entry of adverse judgment; reissue

filed by patentee.

Status of claim of defeated applicant after interference.
Action after interference.

Second interference.

Filing of interference settlement agreements.
Evidence must comply with rules.

Manner of taking testimony.

Notice of examination of witness.

Persons before whom depositions may be taken.
Examination of witness, reading and signing
transcript of deposition.

Certification and filing by officer, marking exhibits.
Form of an affidavit or atranscript of deposition.
Time for filing transcript of deposition.

Inspection of transcript.

Officia records and printed publications.
Testimony in another interference, proceeding, or action.
[Reserved]

Errors and irregularities in depositions.

Additional discovery.

Use of discovery.

Arbitration of interferences.

Subpart F - Extension of Patent Term

Extension of patent term due to prosecution delay.
Patents subject to extension of the patent term.
Conditions for extension of patent term.

Applicant for extension of patent term.

Application for extension of patent term.

Filing date of application.

Determination of digibility for extension of patent term.
Interim extension of patent term under

35 U.S.C. 156(€)(2).

Duty of disclosure in patent term extension proceedings.
Express withdrawal of application for extension of
patent term.

Calculation of patent term extension for a human

drug, antibiotic drug, or human biologica product.
Calculation of patent term extension for afood

additive or color additive.

Calculation of patent term extension for amedical device.
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1.778 Calculation of patent term extension for an animal
drug product.

1.779 Cadlculation of patent term extension for a veterinary
biological product.

1.780 Certificate of extension of patent term.

1.785 Multiple applications for extension of term of the same
patent or of different patents for the same regulatory
review period for a product.

1.790 Interim extension of patent term under
35 U.S.C. 156(d)(5)

1.791 Termination of interim extension granted prior to
regulatory approva of a product for commercial
marketing or use.

Subpart G - Biotechnology I nvention Disclosures
DEPOSIT OF BIOLOGICAL MATERIAL

1.801 Biological material.

1.802 Need or opportunity to make a deposit.
1.803 Acceptable depository.

1.804 Time of making an original deposit.
1.805 Replacement or supplement of deposit.
1.806 Term of deposit.

1.807 Viability of deposit.

1.808 Furnishing of samples.

1.809 Examination procedures.

APPLICATION DISCLOSURES CONTAINING
NUCLEOTIDE AND/OR AMINO ACID SEQUENCES

1.821 Nucleotide and/or amino acid sequence disclosuresin patent
applications.

1.822 Symbolsand format to be used for nucleotide and/or amino
acid sequence data.

1.823 Requirementsfor nucleotideand/or amino acid sequencesas
part of the application papers.

1.824 Form and format for nucleoti de and/or amino acid sequence
submissions in computer readable form.

1.825 Amendments to or replacement of sequence listing and
computer readable copy thereof.

Appendix A - Sample Sequence Listing

Subpart A — General Provisions

GENERAL INFORMATION AND
CORRESPONDENCE
§ 11 Addressesfor correspondencewith the Patent
and Trademark Office.
(8 Except for § 1.1(a)(3) (i) and (ii), all correspon-
dence intended for the Patent and Trademark Office must

be addressed to either “Commissioner of Patents and
Trademarks, Washington, D.C. 20231" or to specific areas
within the Office as set out in paragraphs (a) (1), (2) and
(3)(iii) of this section. When appropriate, correspondence
should also be marked for the attention of a particular
office or individual.

(1) Patent correspondence. All correspondence
concerning patent matters processed by organizations
reporting to the Assistant Commissioner for Patents should
be addressed to “Assistant Commissioner for Patents,
Washington, D.C. 20231.”

(2)  Trademark correspondence.

(i)  Send all trademark filings and correspon-
dence, except as specified below or unless submitting elec-
tronically, to: Assistant Commissioner for Trademarks,
2900 Crystal Drive, Arlington, Virginia 22202-3513.

(i) Send trademark-related documents for
the Assignment Division to record to: Commissioner of
Patents and Trademarks, Box Assignment, Washington, DC
20231.

(i)  Send requests for certified or uncertified
copies of trademark applications and registrations, other
than coupon orders for uncertified copies of registrations,
to: Commissioner of Patents and Trademarks, Box 10,
Washington, DC 20231.

(iv) Send requests for coupon orders for
uncertified copies of registrations to: Commissioner of Pet-
ents and Trademarks, Box 9, Washington, DC 20231.

(v)  An applicant may transmit an applica-
tion for trademark registration electronically, but only if the
applicant uses the Patent and Trademark Office's electronic
form.

(3) Office of Salicitor correspondence.

(i)  Correspondence relating to pending litiga-
tion required by court rule or order to be served on the
Solicitor shal be hand-delivered to the Office of the
Solicitor or shall be mailed to: Office of the Solicitor, PO.
Box 15667, Arlington, Virginia 22215; or such other
address asmay be designated in writing in the litigation.
See 88 1.302(c) and 2.145(b)(3) for filing a notice of appeal
to the U.S. Court of Appeals for the Federa Circuit.

(i)  Correspondence relating to disciplinary
proceedings pending before an Administrative Law Judge
or the Commissioner shall be mailed to: Office of the Solic-
itor, RO. Box 16116, Arlington, Virginia 22215.

(iii)  All other correspondence to the Office of
the Solicitor shall be addressed to: Box 8, Commissioner of
Patents and Trademarks, Washington, D.C. 20231.

(iv) Correspondence improperly addressed to a
Post Office Box specified in paragraphs (a)(3) (i) and (ii) of
this section will not be filed elsewhere in the Patent and
Trademark Office, and may be returned.
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(b) Letters and other communications relating to
international applications during the international stage and
prior to the assignment of a national serial number should
be additionally marked “Box PCT.”

(c) Requests for reexamination should be addition-
ally marked “Box Reexam.”

(d) Payments of maintenance fees in patents and
other communications relating thereto should be addition-
aly marked “Box M. Fee.”

(69 Communications relating to interferences and
applications or patents involved in an interference should
be additionally marked “BOX INTERFERENCE.”

(f)  All applications for extension of patent term and
any communications relating thereto intended for the
Patent and Trademark Office should be additionaly
marked “Box Patent Ext.” When appropriate, the commu-
nication should also be marked to the attention of a particu-
lar individual, as where a decision has been rendered.

(9 [Reserved]

(h)  In applications under section 1(b) of the Trade-
mark Act, 15 U.S.C. 1051(b), all statements of use filed
under section 1(d) of the Act, and requests for extensions of
time therefor, should be additionally marked “Box ITU.”

(i)  Thefiling of al provisional applications and any
communications relating thereto should be additionally
marked “Box Provisional Patent Application.”

NOTE.—Sections 1.1 to 1.26 are applicable to trade-
mark cases as well as to national and international patent
cases except for provisions specifically directed to patent
cases. See § 1.9 for definitions of “nationa application”
and “international application.”

[46 FR 29181, May 29, 1981; para. (d) added, 49 FR
34724, Aug. 31, 1984, effective Nov. 1, 1984; para. (e),
49 FR 48416, Dec.12, 1984, effective Feb. 11, 1985; para.
(f) added, 52 FR 9394, Mar. 24, 1987; para. (g) added,
53 FR 16413, May 9, 1988; para. (h) added, 54 FR 37588,
Sept. 11, 1989, effective Nov. 16, 1989; para. (i) added, 60
FR 20195, Apr. 25, 1995, effective June 8, 1995; para. (a)
revised and para. (g) removed and reserved, 61 FR 56439,
Nov. 1, 1996, effective Dec. 2, 1996; para. (b) revised,
64 FR 48900, Sept. 8, 1999, effective Oct. 30, 1999]

§12 Businessto be transacted in writing.

All business with the Patent and Trademark Office
should be transacted in writing. The persona attendance of
applicants or their attorneys or agents at the Patent and
Trademark Office is unnecessary. The action of the Patent
and Trademark Office will be based exclusively on the
written record in the Office. No attention will be paid to
any aleged oral promise, stipulation, or understanding in
relation to which there is disagreement or doubt.

Rev. 1, Feb. 2000
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8§13 Business to be conducted with decorum and

courtesy.

Applicants and their attorneys or agents are required to
conduct their business with the Patent and Trademark
Office with decorum and courtesy. Papers presented in vio-
lation of this requirement will be submitted to the Commis-
sioner and will be returned by the Commissioner's direct
order. Complaints against examiners and other employees
must be made in correspondence separate from other

papers.

[Amended, 61 FR 56439, Nov. 1, 1996, effective Dec.
2, 1996]

§ 14 Nature of correspondence and signature

requirements.

(8 Correspondence with the Patent and Trademark
Office comprises:

(1) Correspondence relating to services and facil-
ities of the Office, such as genera inquiries, requests for
publications supplied by the Office, orders for printed cop-
ies of patents or trademark registrations, orders for copies
of records, transmission of assignments for recording, and
the like, and

(2) Correspondence in and relating to a particular
application or other proceeding in the Office. See particu-
larly the rules relating to the filing, processing, or other
proceedings of national applications in subpart B, 88§ 1.31
to 1.378; of international applications in subpart C,
8§ 1.401 to 1.499; of reexamination of patentsin subpart D,
8§ 1.501 to 1.570; of interferencesin subpart E, 88 1.601 to
1.690; of extension of patent term in subpart F, 88 1.710 to
1.785; and of trademark applications 88 2.11 to 2.186.

(b) Since each application file should be complete
in itself, a separate copy of every paper to be filed in an
application should be furnished for each application to
which the paper pertains, even though the contents of the
papers filed in two or more applications may beidentical.

(¢) Since different matters may be considered by
different branches or sections of the Patent and Trademark
Office, each distinct subject, inquiry, or order should be
contained in a separate letter to avoid confusion and delay
in answering letters dealing with different subjects.

(d)(2) Each piece of correspondence, except as pro-
vided in paragraphs (€) and (f) of this section, filed in an
application, patent file, trademark registration file, or other
proceeding in the Office which requires a person's signa-
ture, must:

0] Be an original, that is, have an original sig-
nature personally signed in permanent ink by that person;
or
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(i) Be a direct or indirect copy, such as a
photocopy or facsimile transmission (§ 1.6(d)), of an origi-
nal. In the event that a copy of the original isfiled, the orig-
inal should be retained as evidence of authenticity. If a
question of authenticity arises, the Office may require sub-
mission of the original; or

(iii) Where an electronicaly transmitted
trademark filing is permitted, the person who signs the fil-
ing must either:

(A) Place a symbol comprised of numbers and/
or letters between two forward slash marks in the signature
block on the electronic submission; and print, sign and date
in permanent ink, and maintain a paper copy of the elec-
tronic submission; or

(B) Sign the verified statement using some
other form of electronic signature specified by the Com-
missioner.

(2) The presentation to the Office (whether by
signing, filing, submitting, or later advocating) of any paper
by a party, whether a practitioner or non-practitioner, con-
stitutes a certification under § 10.18(b) of this chapter. Vio-
lations of § 10.18(b)(2) of this chapter by a party, whether a
practitioner or non-practitioner, may result in the imposi-
tion of sanctions under § 10.18(c) of this chapter. Any prac-
titioner violating § 10.18(b) may aso be subject to
disciplinary action. See 88 10.18(d) and 10.23(c)(15).

(e) Correspondence requiring person's signature and
relating to registration practice before the Patent and Trade-
mark Office in patent cases, enrollment and disciplinary
investigations, or disciplinary proceedings must be submit-
ted with an original signature personally signed in perma-
nent ink by that person.

(f)  When a document that is required by statute to
be certified must be filed, a copy, including a photocopy or
facsimile transmission, of the certification is not accept-
able.

(9) An applicant who has not made of record areg-
istered attorney or agent may be required to state whether
assistance was received in the preparation or prosecution of
the patent application, for which any compensation or con-
sideration was given or charged, and if so, to disclose the
name or names of the person or persons providing such
assistance. Assistance includes the preparation for the
applicant of the specification and amendments or other
papers to be filed in the Patent and Trademark Office, as
well as other assistance in such matters, but does not
include merely making drawings by draftsmen or steno-
graphic servicesin typing papers.

[24 FR 10332, Dec. 22, 1959; 43 FR 20461, May 11,
1978; para. (a), 48 FR 2707, Jan. 20, 1983, effective Feb.
27, 1983; para. (a), 49 FR 48416, Dec. 12, 1984, effective
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Feb. 11, 1985; para. (8)(2), 53 FR 47807, Nov. 28, 1988,
effective Jan. 1, 1989; paras. (d)-(f) added, 58 FR 54494,
Oct. 22, 1993, effective Nov. 22, 1993; para. (d) revised
& para. (g) added, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997; paras. (a)(2) and (d)(1) revised, 64 FR 48900,
Sept. 8, 1999, effective Oct. 30, 1999]

§ 15 I dentification of application, patent, or regis-

tration.

(& No correspondence relating to an application
should be filed prior to receipt of the application number
from the Patent and Trademark Office. When a letter
directed to the Patent and Trademark Office concerns a pre-
viougdly filed application for apatent, it must identify on the
top page in a conspicuous location, the application number
(consisting of the series code and the seria number; e.g.,
07/123,456), or the serial number and filing date assigned
to that application by the Patent and Trademark Office, or
the international application number of the international
application. Any correspondence not containing such iden-
tification will be returned to the sender where a return
address is available. The returned correspondence will be
accompanied with a cover |etter which will indicate to the
sender that if the returned correspondence is resubmitted to
the Patent and Trademark Office within two weeks of the
mail date onthe cover letter, the original date of receipt of
the correspondence will be considered by the Patent and
Trademark Office as the date of receipt of the correspon-
dence. Applicants may use either the Certificate of Mailing
or Transmission procedure under § 1.8 or the Express Mail
procedure under § 1.10 for resubmissions of returned corre-
spondence if they desire to have the benefit of the date of
deposit in the United States Postal Service. If the returned
correspondence is not resubmitted within the two-week
period, the date of receipt of the resubmission will be con-
sidered to be the date of receipt of the correspondence. The
two-week period to resubmit the returned correspondence
will not be extended. In addition to the application number,
all letters directed to the Patent and Trademark Office con-
cerning applications for patent should also state the name
of the applicant, the title of the invention, the date of filing
the same, and, if known, the group art unitor other unit
within the Patent and Trademark Office responsible for
considering the letter and the name of the examiner or other
person to which it has been assigned.

(b)  When the letter concerns a patent other than for
purposes of paying a maintenance fee, it should state the
number and date of issue of the patent, the name of the pat-
entee, and the title of the invention. For letters concerning
payment of a maintenance fee in a patent, see the provi-
sions of § 1.366(c).
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(c)(2) A letter about a trademark application should
identify the serial number, the name of the applicant, and
the mark.

(2) A letter about a registered trademark should
identify the registration number, the name of the registrant,
and the mark.

(d) A letter relating to a reexamination proceeding
should identify it as such by the number of the patent
undergoing reexamination, the reexamination request con-
trol number assigned to such proceeding, and, if known, the
group art unit and name of the examiner to which it been
assigned.

(e)  When apaper concerns an interference, it should
state the names of the parties and the number of the inter-
ference. The name of the examiner-in-chief assigned to the
interference (8 1.610) and the name of the party filing the
paper should appear conspicuously on the first page of the
paper.

(f)  When a paper concerns a provisiona applica-
tion, it should identify the application as such and include
the application number.

[24 FR 10332, Dec 22, 1959; 46 FR 29181, May 29,
1981; para. (a), 49 FR 552, Jan. 4, 1984, effective Apr. 1,
1984; para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb.
11, 1985; paras. (8) & (b), 53 FR 47807, Nov. 28, 1988,
effective Jan. 1, 1989; para. (a) revised, 58 FR 54494, Oct.
22, 1993, effective Nov. 22, 1993; para. (f) added, 61 FR
42790, Aug. 19, 1996, effective Sept. 23, 1996; para. (a)
amended, 61 FR 56439, Nov. 1, 1996, effective Dec. 2,
1996; para. (c) revised, 64 FR 48900, Sept. 8, 1999, effec-
tive Oct. 30, 1999]

§16 Receipt of correspondence.

(8 Dateof receipt and Express Mail date of deposit.
Correspondence received in the Patent and Trademark
Office is stamped with the date of receipt except asfollows:

(1) The Patent and Trademark Office is not open
for the filing of corespondence on any day that is a Satur-
day, Sunday, or Federal holiday within the District of
Columbia. Except for correspondence transmitted by fac-
simile under paragraph (8)(3) of this section, or filed elec-
tronically under paragraph (a)(4) of this section, no
correspondence is received in the Office on Saturdays, Sun-
days, or Federa holidays within the District of Columbia.

(2) Correspondence filed in accordance with
8§§1.10 will be stamped with the date of deposit as
“Express Mail” with the United States Postal Service.

(3) Correspondence transmitted by facsimile to
the Patent and Trademark Office will be stamped with the
date on which the complete transmission is received in the
Patent and Trademark Office unless that date is a Saturday,
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Sunday, or Federa holiday within the District of Columbia,
in which case the date stamped will be the next succeeding
day which is not a Saturday, Sunday, or Federal holiday
within the District of Columbia

(4) Trademark-related correspondence transmit-
ted electronically will be stamped with the date on which
the Office receives the transmission.

(b) Patent and Trademark Office Post Office pouch.
Mail placed in the Patent and Trademark Office pouch up
to midnight on any day, except Saturdays, Sundays, and
Federal holidays within the District of Columbia, by the
post office at Washington, DC, serving the Patent and
Trademark Office, is considered as having been received in
the Patent and Trademark Office on the day it was so
placed in the pouch by the U.S. Postal Service.

(c) Correspondence delivered by hand. In addition
to being mailed, correspondence may be delivered by hand
during hours the Office is open to receive correspondence.

(d) Facsimile transmission. Except in the cases enu-
merated below, correspondence, including authorizations to
charge a deposit account, may be transmitted by facsimile.
The receipt date accorded to the correspondence will be the
date on which the complete transmission is received in the
Patent and Trademark Office, unlessthat date is a Saturday,
Sunday, or Federa holiday within the District of Columbia.
See § 1.6(9)(3). To facilitate proper processing, each trans-
mission session should be limited to correspondence to be
filed in a single application or other proceeding before the
Patent and Trademark Office. The application number of a
patent or trademark application, the control number of a
reexamination proceeding, the interference number of an
interference proceeding, the patent number of a patent, or
the registration number of a trademark should be entered as
a part of the sender's identificationon a facsimile cover
sheet. Facsimile transmissions are not permitted and, if
submitted, will not be accorded a date of receipt in the fol-
lowing situations:

(1) Correspondence as specified in 8§ 1.4(e),
requiring an origina signature;

(2) Certified documents as specified in 8 1.4(f);

(3) Correspondence which cannot receive the
benefit of the certificate of mailing or transmission as spec-
ified in 81.8@(2(i)(A) through (D) and (F),
§ 1.8(a)(2)(ii)(A), and § 1.8(a)(2)(iii)(A), except that a con-
tinued prosecution application under § 1.53(d) may be
transmitted to the Office by facsimile;

(4 Drawings submitted under 88 1.81, 1.83
through 1.85, 1.152, 1.165, 1.174, 1.437, 2.51, 2.52, or
2.72;

(5) A reguest for reexamination under § 1.510;

(6) Correspondence to be filed in a patent appli-
cation subject to a secrecy order under 88 5.1 through 5.5
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of this chapter and directly related to the secrecy order con-
tent of the application;

(7) Requests for cancellation or amendment of a
registration under section 7(e) of the Trademark Act,
15 U.S.C. 1057(e); and certificates of registration surren-
dered for cancellation or amendment under section 7(e) of
the Trademark Act, 15 U.S.C. 1057(e);

(8) Correspondence to be filed with the Trade-
mark Trial and Appeal Board, except the notice ofex parte
appeal;

(9) Correspondence to be filed in an interference
proceeding which consists of a preliminary statement under
§ 1.621; a transcript of a deposition under § 1.676 or of
interrogatories, cross-interrogatories, or recorded answers
under § 1.684(c); or an evidentiary record and exhibits
under § 1. 653.

() Interruptionsin U.S Postal Service. If interrup-
tions or emergencies in the United States Postal Service
which have been so designated by the Commissioner occur,
the Patent and Trademark Office will consider as filed on a
particular date in the Office any correspondence which is:

(1) Promptly filed after the ending of the desig-
nated interruption or emergency; and

(2) Accompanied by a statement indicating that
such correspondence would have been filed on that particu-
lar date if it were not for the designated interruption or
emergency in the United States Postal Service.

(f) Facsimile transmission of a patent application
under §1.53(d). In the event that the Office has no evi-
dence of receipt of an application under § 1.53(d) (a contin-
ued prosecution application) transmitted to the Office by
facsimile transmission, the party who transmitted the appli-
cation under § 1.53(d) may petition the Commissioner to
accord the application under § 1.53(d) afiling date as of the
date the application under § 1.53(d) is shown to have been
transmitted to and received in the Office,

(1) Provided that the party who transmitted such
application under § 1.53(d):

(i) Informs the Office of the previous trans-
mission of the application under § 1.53(d) promptly after
becoming aware that the Office has no evidence of receipt
of the application under § 1.53(d);

(i)  Supplies an additional copy of the previ-
ously transmitted application under § 1.53(d); and

(iii) Includes astatement which attests on a per-
sonal knowledge basis or to the satisfaction of the Commis-
sioner to the previous transmission of the application under
§1.53(d) and is accompanied by a copy of the sending
unit's report confirming transmission of the application
under 8 1.53(d) or evidence that came into being after the
complete transmission and within one business day of the
complete transmission of the application under § 1.53(d).
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(2) TheOffice may require additional evidenceto
determine if the application under § 1.53(d) was transmit-
ted to and received in the Office on the date in question.

[48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983; 48
FR 4285, Jan. 31, 1983; para. (a), 49 FR 552, Jan. 4, 1984,
effective Apr. 1, 1984; revised, 58 FR 54494, Oct. 22,
1993, effective Nov. 22, 1993; para. (a) amended, 61 FR
56439, Nov. 1, 1996, effective Dec. 2, 1996; paras. (d)(3),
(d)(6) & (e) amended, para. (f) added, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997; para (a)(1) revised and
para. (a)(4) added, 64 FR 48900, Sept. 8, 1999, effective
Oct. 30, 1999]

§ 1.7 Times for taking action; expiration on Satur -

day, Sunday, or Federal holiday.

Whenever periods of time are specified in this part in
days, caendar days are intended. When the day, or the last
day fixed by statute or by or under this part for taking any
action or paying any feein the Patent and Trademark Office
fals on Saturday, Sunday, or on a Federa holiday within
the District of Columbia, the action may be taken, or the fee
paid, on the next succeeding day which is not a Saturday,
Sunday, or a Federal holiday. See § 1.304 for time for
appeal or for commencing civil action.

[48 FR 2707, Jan. 20, 1983, effective Feb. 27, 1983;
corrected 48 FR 4285, Jan. 31, 1983]

§ 1.8 Certificate of mailing or transmission.

(8 Except in the cases enumerated in paragraph
(a)(2) of this section, correspondence required to befiled in
the Patent and Trademark Office within a set period of time
will be considered as being timely filed if the procedure
described in this section is followed. The actua date of
receipt will be used for all other purposes.

(1) Correspondence will be considered as being
timely filed if:
(i)  The correspondence is mailed or transmit-
ted prior to expiration of the set period of time by being:

(A) Addressed as set out in § 1.1(a) and
deposited with the U.S. Postal Service with sufficient post-
age asfirst class mail; or

(B) Transmitted by facsimile to the Patent
and Trademark Office in accordance with § 1.6(d); and

(i)  The correspondence includes a certificate
for each piece of correspondence stating the date of deposit
or transmission. The person signing the certificate should
have reasonable basis to expect that the correspondence
would be mailed or transmitted on or before the date indi-
cated.
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(2) The procedure described in paragraph (a)(1)
of this section does not apply to, and no benefit will be
given to a Certificate of Mailing or Transmission on, the
following:

() Relative to Patents and Patent Applica-
tions—

(A) The filing of a national patent applica-
tion specification and drawing or other correspondence for
the purpose of obtaining an application filing date, includ-
ing a request for a continued prosecution application under
§ 1.53(d);

(B) Thefiling of correspondence in an inter-
ference which an examiner-in-chief orders to be filed by
hand or “ Express Mail”;

(C) The filing of agreements between par-
tiesto an interference under 35 U.S.C. 135(c);

(D) Thefiling of an international application
for patent;

(E) Thefiling of correspondence in an inter-
national application before the U.S. Receiving Office, the
U.S. International Searching Authority, or the U.S. Interna-
tiona Preliminary Examining Authority;

(F) Thefiling of acopy of the international
application and the basic national fee necessary to enter the
national stage, as specified in § 1.494(b) or § 1.495(b).

(i) Relative to Trademark Registrations and
Trademark Applications—
(A) Thefiling of atrademark application.

(B) [Reserved]
(C) [Reserved]
(D) [Reserved]
(E) [Reserved]
(F) [Reserved]

(i) Relativeto Disciplinary Proceedings—
(A) Correspondence filed in connection with
adisciplinary proceeding under part 10 of this chapter.
(B) [Reserved]

(b) In the event that correspondence is considered
timely filed by being mailed or transmitted in accordance
with paragraph (a) of this section, but not received in the
Patent and Trademark Office, and the application is held to
be abandoned or the proceeding is dismissed, terminated,
or decided with pregjudice, the correspondence will be con-
sidered timely if the party who forwarded such correspon-
dence:

() Informs the Office of the previous mailing or
transmission of the correspondence promptly after becom-
ing aware that the Office has no evidence of receipt of the
correspondence;

(2) Supplies an additional copy of the previously
mailed or transmitted correspondence and certificate; and
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(3) Includes a statement which attests on a per-
sonal knowledge basis or to the satisfaction of the Commis-
sioner to the previoustimely mailing or transmission. If the
correspondence was sent by facsimile transmission, a copy
of the sending unit's report confirming transmission may be
used to support this statement.

(c) The Office may require additional evidence to
determine if the correspondence wastimely filed.

[41 FR 43721, Oct. 4, 1976; 43 FR 20461, May 11,
1978; para. (a). 47 FR 47381, Oct. 26, 1982, effective Oct.
26, 1982; para. (a),48 FR 2708, Jan. 20, 1983; para. (a)
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; para.
(a), 49 FR 5171, Feb. 6, 1985, effective Mar. 8, 1985;
52 FR 20046, May 28, 1987; subparas. (a)(2)(xiv)-(xvi), 54
FR 37588, Sept. 11, 1989, effective Nov. 16, 1989; revised,
58 FR 54494, Oct. 22, 1993, effective Nov. 22, 1993; para.
(a) revised, 61 FR 56439, Nov. 1, 1996, effective Dec. 2,
1996; paras. (a)(2)(i)(A) & (b) revised; 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997]

§ 19 Definitions.

(a8)(1) A national application as used in this chapter
means a U.S. application for patent which was either filed
in the Office under 35 U.S.C. 111, or which entered the
national stage from an internationa application after com-
pliance with 35 U.S.C. 371.

(2) A provisional application asused in this chap-
ter means a U.S. national application for patent filed in the
Office under 35 U.S.C. 111(b).

(3) A nonprovisional application as used in this
chapter means a U.S. nationa application for patent which
was either filed in the Office under 35 U.S.C. 111(a), or
which entered the national stage from an international
application after compliance with 35 U.S.C. 371.

(b) Aninternational application as used in this chap-
ter means an international application for patent filed under
the Patent Cooperation Treaty prior to entering national
processing at the Designated Office stage.

() Anindependent inventor as used in this chapter
means any inventor who (1) has not assigned, granted, con-
veyed, or licensed, and (2) is under no obligation under
contract or law to assign, grant, convey, or license, any
rightsin theinvention to any person who could not likewise
be classified as an independent inventor if that person had
made the invention, or to any concern which would not
qualify asasmall business concern or a nonprofit organiza-
tion under this section.

(d) A small business concern as used in this chapter
means any business concern meeting the size standards
set forth in 13 CFR Part 121 to be eligible for reduced
patent fees. Questions related to size standards for a small
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business concern may be directed to: Small Business
Administration, Size Standards Staff, 409 Third Street, SW,
Washington, DC 20416.

() A nonprofit organization as used in this chapter
means (1) a university or other institution of higher educa-
tion located in any country; (2) an organization of the type
described in section 501(c)(3) of the Internal Revenue
Code of 1954 (26 U.S.C. 501(c)(3)) and exempt from taxa-
tion under section 501(a) of the Internal Revenue Code (26
U.S.C. 501(a)); (3) any nonprofit scientific or educational
organization quaified under a nonprofit organization stat-
ute of a state of this country (35 U.S.C. 201(i)); or (4) any
non-profit organization located in a foreign country which
would qualify as a nonprofit organization under paragraphs
(e) (2) or (3) of thissectioniif it were located in this country.

(f) A small entity as used in this chapter means an
independent inventor, a small business concern, or a non-
profit organization eligible for reduced patent fees.

(g) For definitions in interferences see § 1.601.

(h) A Federa holiday within the District of Colum-
bia as used in this chapter means any day, except Saturdays
and Sundays, when the Patent and Trademark Office s offi-
cialy closed for business for the entire day.

[43 FR 20461, May 11, 1978; 47 FR 40139, Sept. 10,
1982, effective Oct. 1, 1982; 47 FR 43275, Sept. 30, 1982,
effective Oct. 1, 1982; para. (d), 49 FR 34724, Aug. 31,
1984, effective Nov. 1, 1984; para. (g), 49 FR 48416, Dec.
12, 1984, effective Feb. 11, 1985; para. (d) revised, 58 FR
54504, Oct. 22, 1993, effective Jan. 3, 1994; para. (d)
amended, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; para. (h) added, 61 FR 56439, Nov. 1, 1996, effective
Dec. 2, 1996; paras. (d) & (f) revised, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997]

§ 110 Filing of papersand feesby “Express Mail.”

(@ Any correspondence received by the Patent and
Trademark Office (Office) that was delivered by the
“Express Mail Post Office to Addressee” service of the
United States Postal Service (USPS) will be considered
filed in the Office on the date of deposit with the USPS.
The date of deposit with the USPS is shown by the “date-
in” on the “Express Mail” mailing label or other official
USPS notation. If the USPS deposit date cannot be deter-
mined, the correspondence will be accorded the Office
receipt date as the filing date. See § 1.6(a).

(b) Correspondence should be deposited directly
with an employee of the USPS to ensure that the person
depositing the correspondence receives a legible copy of
the “Express Mail” mailing label with the “date-in” clearly
marked. Persons dealing indirectly with the employees of
the USPS (such as by deposit in an “Express Mail” drop
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box) do so at the risk of not receiving a copy of the
“Express Mail” mailing label with the desired “date-in”
clearly marked. The paper(s) or fee(s) that constitute the
correspondence should also include the “Express Mail”
mailing label number thereon. See paragraphs (c), (d) and
(e) of thissection.

(c0 Any person filing correspondence under this
section that was received by the Office and delivered by the
“Express Mail Post Office to Addressee” service of the
USPS, who can show that there is a discrepancy between
the filing date accorded by the Office to the correspondence
and the date of deposit as shown by the “date-in” on the
“Express Mail” mailing label or other official USPS nota-
tion, may petition the Commissioner to accord the corre-
spondence a filing date as of the “date-in” on the “Express
Mail” mailing label or other official USPS notation, pro-
vided that:

(1) The petition isfiled promptly after the person
becomes aware that the Office has accorded, or will accord,
afiling date other than the USPS deposit date;

(2) The number of the “Express Mail” mailing
label was placed on the paper(s) or fee(s) that constitute the
correspondence prior to the origina mailing by “Express
Mail;” and

(3) The petition includes a true copy of the
“Express Mail” mailing label showing the “date-in,” and of
any other official notation by the USPS relied upon to show
the date of deposit.

(d Any person filing correspondence under this
section that was received by the Office and delivered by the
“Express Mail Post Office to Addressee” service of the
USPS, who can show that the “date-in” on the “Express
Mail” mailing label or other official notation entered by the
USPS wasincorrectly entered or omitted by the USPS, may
petition the Commissioner to accord the correspondence a
filing date as of the date the correspondence is shown to
have been deposited with the USPS, provided that:

(1) The petition isfiled promptly after the person
becomes aware that the Office has accorded, or will accord,
afiling date based upon an incorrect entry by the USPS;

(2) The number of the “Express Mail” mailing
label was placed on the paper(s) or fee(s) that constitute the
correspondence prior to the origina mailing by “Express
Mail”; and

(3) The petition includes a showing which estab-
lishes, to the satisfaction of the Commissioner, that the
requested filing date was the date the correspondence was
deposited in the “Express Mail Post Office to Addressee”
service prior to the last scheduled pickup for that day. Any
showing pursuant to this paragraph must be corroborated
by evidence from the USPS or that came into being after
deposit and within one business day of the deposit of the
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correspondence in the “Express Mail Post Office to
Addressee” service of the USPS.

(6) Any person mailing correspondence addressed
as set out in § 1.1(a) to the Office with sufficient postage
utilizing the “Express Mail Post Office to Addressee” ser-
vice of the USPS but not received by the Office, may peti-
tion the Commissioner to consider such correspondence
filed in the Office on the USPS deposit date, provided that:

(1) The petition isfiled promptly after the person
becomes aware that the Office has no evidence of receipt of
the correspondence;

(2) The number of the “Express Mail” mailing
label was placed on the paper(s) or fee(s) that constitute the
correspondence prior to the origina mailing by “Express
Mail”;

(3) The petition includes a copy of the originally
deposited paper(s) or fee(s) that constitute the correspon-
dence showing the number of the “Express Mail” mailing
label thereon, a copy of any returned postcard receipt, a
copy of the “Express Mail” mailing label showing the
“date-in,” acopy of any other officia notation by the USPS
relied upon to show the date of deposit, and, if the
requested filing date is a date other than the “date-in” on
the “Express Mail” mailing label or other official notation
entered by the USPS, a showing pursuant to paragraph
(d)(3) of this section that the requested filing date was the
date the correspondence was deposited in the “Express
Mail Post Office to Addressee” service prior to the last
scheduled pickup for that day; and

(4 The petition includes a statement which
establishes, to the satisfaction of the Commissioner, the
original deposit of the correspondence and that the copies
of the correspondence, the copy of the “Express Mail”
mailing label, the copy of any returned postcard receipt,
and any official notation entered by the USPS are true cop-
ies of the originally mailed correspondence, origina
“Express Mail” mailing label, returned postcard receipt,
and official notation entered by the USPS.

(f)  The Office may require additional evidence to
determine if the correspondence was deposited as “ Express
Mail” with the USPS on the date in question.

[48 FR 2708, Jan. 20, 1983, added effective Feb. 27,
1983; 48 FR 4285, Jan. 31, 1983, paras. (a) & (c), 49 FR
552, Jan. 4, 1984, effective Apr. 1, 1984; paras. (a) - (¢)
revised and paras. (d) - (f) added, 61 FR 56439, Nov. 1,
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1996, effective Dec. 2, 1996; paras. (d) & (€) revised,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

RECORDS AND FILES OF THE PATENT AND
TRADEMARK OFFICE

§ 111  Filesopen tothe public.

(8 After a patent has been issued or a statutory
invention registration has been published, the specification,
drawings, and al papers relating to the case in the file of
the patent or statutory invention registration are open to
inspection by the public, and copies may be obtained upon
paying the fee therefor. See § 2.27 for trademark files.

(b) All reissue applications, al applications in
which the Office has accepted a request to open the com-
plete application to inspection by the public, and related
papers in the application file, are open to inspection by the
public, and copies may be furnished upon paying the fee
therefor. The filing of reissue applications, other than con-
tinued prosecution applications under § 1.53(d) of reissue
applications, will be announced in the Official Gazette. The
announcement shall include at least the filing date, reissue
application and origina patent numbers, title, class and
subclass, name of the inventor, name of the owner of
record, name of the attorney or agent of record, and exam-
ining group to which the reissue application is assigned.

(c) All requests for reexamination for which the fee
under § 1.20(c) has been paid, will be announced in the
Official Gazette. Any reexaminations at the initiative of the
Commissioner pursuant to § 1.520 will also be announced
in the Official Gazette. The announcement shall include at
least the date of the request, if any, the reexamination
reguest control number or the Commissioner initiated order
control number, patent number, title, class and subclass,
name of the inventor, name of the patent owner of record,
and the examining group to which the reexamination is
assigned.

(d) All papers or copies thereof relating to a reex-
amination proceeding which have been entered of record in
the patent or reexamination file are open to inspection by
the general public, and copies may be furnished upon pay-
ing the fee therefor.

(e) Thefileof any interference involving a patent, a
statutory invention registration, a reissue application, or an
application on which a patent has been issued or which has
been published as a statutory invention registration, is open
to inspection by the public, and copies may be obtained
upon paying the fee therefor, if:

(1) Theinterference has terminated or
(2) An award of priority or judgment has been
entered asto all parties and all counts.
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[42 FR 5593, Jan. 28, 1977; 43 FR 28477, June 30,
1978; 46 FR 29181, May 29, 1981, para. (c), 47 FR 41272,
Sept. 17, 1982, effective Oct. 1, 1982; para. (a), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; paras. (@),
(b) and (e), 50 FR 9278, Mar. 7, 1985, effective May 8,
1985; para. (€) revised, 60 FR 14488, Mar. 17, 1995, effec-
tive Mar. 17, 1995; para. (b) revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997]

§ 1.12 Assignment records open to public inspec-

tion.

(a)(1) Separate assignment records are maintained in
the Patent and Trademark Office for patents and trade-
marks. The assignment records, relating to original or reis-
sue patents, including digests and indexes, for assignments
recorded on or after May 1, 1957, and assignment records
relating to pending or abandoned trademark applications
and to trademark registrations, for assignments recorded on
or after January 1, 1955, are open to public inspection at the
Patent and Trademark Office, and copies of those assign-
ment records may be obtained upon request and payment of
the fee set forth in 8 1.19 and § 2.6 of this chapter.

(2) All records of assignments of patents
recorded before May 1, 1957, and all records of trademark
assignments recorded before January 1, 1955, are main-
tained by the Nationa Archives and Records Administra
tion (NARA). The records are open to public inspection.
Certified and uncertified copies of those assignment
records are provided by NARA upon request and payment
of the feesrequired by NARA.

(b)  Assignment records, digests, and indexes relat-
ing to any pending or abandoned application are not avail-
able to the public. Copies of any such assignment records
and information with respect thereto shall be obtainable
only upon written authority of the applicant or applicant's
assignee or attorney or agent or upon a showing that the
person seeking such information is a bona fide prospective
or actua purchaser, mortgagee, or licensee of such applica-
tion, unless it shall be necessary to the proper conduct of
business before the Office or as provided by these rules.

(c) Any request by a member of the public seeking
copies of any assignment records of any pending or aban-
doned patent application preserved in confidence under
§ 1.14, or any information with respect thereto, must:

(1) Bein the form of a petition accompanied by
the petition fee set forth in § 1.17(i); or

(2) Include written authority granting access to
the member of the public to the particular assignment
records from the applicant or applicant's assignee or attor-
ney or agent of record.
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(d) An order for a copy of an assignment or other
document should identify the reel and frame number where
the assignment or document is recorded. If a document is
identified without specifying its correct reel and frame, an
extra charge as set forth in § 1.21(j) will be made for the
time consumed in making a search for such assignment.

[47 FR 41272, Sept. 17, 1982, effective Oct. 1, 1982;
paras. () and (c), 54 FR 6893, Feb. 15, 1989, effective
April 17, 1989; paras. (a) and (d), 56 FR 65142, Dec. 13,
1991, effective Dec. 16, 1991; paras. (a)(1) and (d), 57 FR
29641, July 6, 1992, effective Sept. 4, 1992; para. (8)(2)
added, 57 FR 29641, July 6, 1992, effective Sept. 4, 1992;
para. (c) amended, 60 FR 20195, Apr. 25, 1995, effective
June 8, 1995; para. (c) amended, 61 FR 42790, Aug. 19,
1996, effective Sept. 23, 1996]

§ 1.13 Copiesand certified copies.

(& Non-certified copies of patents and trademark
registrations and of any records, books, papers, or drawings
within the jurisdiction of the Patent and Trademark Office
and open to the public, will be furnished by the Patent and
Trademark Office to any person, and copies of other
records or papers will be furnished to persons entitled
thereto, upon payment of the fee therefor.

(b) Certified copies of the patents and trademark
registrations and of any records, books, papers, or drawings
within the jurisdiction of the Patent and Trademark Office
and open to the public or persons entitled thereto will be
authenticated by the seal of the Patent and Trademark
Office and certified by the Commissioner, or in his name
attested by an officer of the Patent and Trademark Office
authorized by the Commissioner, upon payment of the fee
for the certified copy.

[Revised, 58 FR 54504, Oct. 22, 1993, effective Jan. 3,
1994]

§ 1.14  Patent applications preserved in confidence.

(8 Patent applications are generally preserved in
confidence pursuant to 35 U.S.C. 122. No information will
be given concerning the filing, pendency, or subject matter
of any application for patent, and no access will be given
to, or copies furnished of, any application or papersrelating
thereto, except as set forth in this section.

(1) Status information includes information such
as whether the application is pending, abandoned, or pat-
ented, as well as the application number and filing date (or
international filing date or date of entry into the national
stage).

(i) Status information concerning an applica-
tion may be supplied:
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(A) When copies of, or access to, the appli-
cation may be provided pursuant to paragraph (a)(3) of this
section;

(B) When the application is identified by
application number or seria number and filing date in a
published patent document or in a U.S. application open to
public inspection; or

(C) When the application is the nationa
stage of an international application in which the United
States of America has been indicated as a Designated State.

(i) Status information concerning an applica-
tion may also be supplied when the application claims the
benefit of the filing date of an application for which status
information may be provided pursuant to paragraph
(@(2)(i) of this section.

(2) Copiesof an application-as-filed may be pro-
vided to any person, upon written request accompanied by
the fee set forth in § 1.19(b)(1), without notice to the appli-
cant, if the application is incorporated by reference in a
U.S. patent.

(3) Copies of (upon payment of the fee set forth
in § 1.19(b)(2)), and access to, an application file wrapper
and contents may be provided to any person, upon written
request, without notice to the applicant, when the applica-
tion fileis available and:

(i) It has been determined by the Commis-
sioner to be necessary for the proper conduct of business
before the Office or warranted by other special circum-
stances,

(i) The application is open to the public as
provided in § 1.11(b);

(i)  Written authority in that application from
the applicant, the assignee of the application, or the attor-
ney or agent of record has been granted; or

(iv) Theapplication isabandoned, but not if the
application is in the file jacket of a pending application
under § 1.53(d), and is:

(A) ReferredtoinaU.S. patent;

(B) Referredtoinal.S. application open to
public inspection;

(C) An application which claims the benefit
of the filing date of a U.S. application open to public
inspection; or

(D) An application in which the applicant
has filed an authorization to lay open the complete applica-
tion to the public.

(b) Complete applications (81.51(a)) which are
abandoned may be destroyed and hence may not be avail-
able for access or copies as permitted by paragraph
(a(3)(iv) of this section after 20 years from their filing
date, except those to which particular attention has been
called and which have been marked for preservation.
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(c) Applicationsfor patents which disclose or which
appear to disclose, or which purport to disclose, inventions
or discoveries relating to atomic energy are reported to the
Department of Energy, which Department will be given
access to such applications, but such reporting does not
constitute a determination that the subject matter of each
application so reported is in fact useful or an invention or
discovery or that such application in fact discloses subject
matter in categories specified by sections 151(c) and 151(d)
of the Atomic Energy Act of 1954, 68 Stat. 919; 42 U.S. C.
2181 (c) and (d).

(d)  Any decision of the Board of Patent Appeals and
Interferences, or any decision of the Commissioner on peti-
tion, not otherwise open to public inspection shall be pub-
lished or made available for public inspection if: (1) The
Commissioner believes the decision involves an interpreta-
tion of patent laws or regulations that would be of impor-
tant precedent value; and (2) the applicant, or any party
involved in the interference, does not within two months
after being notified of the intention to make the decision
public, object in writing on the ground that the decision dis-
closes a trade secret or other confidential information. If a
decision discloses such information, the applicant or party
shall identify the deletions in the text of the decision con-
sidered necessary to protect the information. If it is consid-
ered the entire decision must be withheld from the public to
protect such information, the applicant or party must
explain why. Applicantsor parties will be given time, not
less than twenty days, to request reconsideration and seek
court review before any portions of decisions are made
public over their objection. See § 2.27 for trademark appli-
cations.

(e)  Any request by a member of the public seeking
access to, or copies of, any pending or abandoned applica-
tion preserved in confidence pursuant to paragraph (a) of
this section, or any papers relating thereto, must:

(1) Beinthe form of a petition and be accompa-
nied by the petition fee set forth in § 1.17(i); or

(2) Include written authority granting access to
the member of the public in that particular application from
the applicant or the applicant's assignee or attorney or agent
of record.

(f)  Information asto the filing of an application will
be published in the Official Gazette in accordance with
§ 1.47(a) and (b).

(g) Copies of an application file for which the
United States acted as the International Preliminary Exam-
ining Authority, or copies of a document in such an applice-
tion file, will be furnished in accordance with Patent
Cooperation Treaty (PCT) Rule 94.2 or 94.3, upon payment
of the appropriate fee (8 1.19(b)(2) or § 1.19(b)(3)).
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NOTE.—See § 1.612(a) for access by an interference
party to a pending or abandoned application.

[42 FR 5593, Jan. 28, 1977; 43 FR 20462, May 11,
1978; para. (e) added, 47 FR 41273, Sept. 17, 1982, effec-
tive Oct. 1, 1982; para. (b), 49 FR 552, Jan. 4, 1984, effec-
tive Apr. 1, 1984; para. (d), 49 FR 48416, Dec. 12, 1984,
effective Feb. 11, 1985; para. (b), 50 FR 9378, Mar. 7,
1985, effective May 8, 1985; 53 FR 23733, June 23, 1988;
para. (e), 54 FR 6893, Feb. 15, 1989, effective April 17,
1989; para. (b) revised, 58 FR 54504, Oct. 22, 1993, effec-
tive Jan. 3, 1994; para. (¢) amended, 60 FR 20195, Apr. 25,
1995, effective June 8, 1995; paras. (a), (b) and (e
amended, 61 FR 42790, Aug. 19, 1996, effective Sept. 23,
1996; para. (a) revised & para. (f) added, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997; para. (g) added, 63
FR 29614, June 1, 1998, effective July 1, 1998, 63 FR
66040, Dec. 1, 1998, effective Dec. 1, 1998]

§ 115 Requestsfor identifiablerecords.

(8 Requests for records not disclosed to the public
as part of the regular informationa activity of the Patent
and Trademark Office and which are not otherwise dealt
with in the rulesin this part shall be made in writing, with
the envelope and the letter clearly marked “Freedom of
Information Request.” Each such request, so marked,
should be submitted by mail addressed to the “Patent and
Trademark Office, Freedom of Information Request Con-
trol Desk, Box 8, Washington, D.C. 20231,” or hand-deliv-
ered to the Office of the Solicitor, Patent and Trademark
Office, Arlington, Virginia. The request will be processed
in accordance with the procedures set forth in Part 4 of Title
15, Code of Federa Regulations.

(b)  Any person whose request for records has been
initially denied in whole or in part, or has not been timely
determined, may submit a written appeal as provided in
§ 4.8 of Title 15, Code of Federal Regulations.

(c) Procedures applicable in the event of service of
process or in connection with testimony of employees on
official matters and production of official documents of the
Patent and Trademark Office in civil legal proceedings not
involving the United States shall be those established in
parts 15 and 15a of Title 15, Code of Federal Regulations.

[32 FR 13812, Oct. 4, 1967; 34 FR 18857, Nov. 26,
1969; amended 53 FR 47685, Nov. 25, 1988, effective Dec.
30, 1988]
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FEES AND PAYMENT OF MONEY

§ 1.16  National application filing fees.
(8 Basicfeefor filing each application for an origi-
nal patent, except provisional, design or plant applications:
By asmall entity (§1.9(f)) ........ $345.00
By other than asmall entity .. .. ... $690.00
(b) In addition to the basic filing fee in an original
application, except provisional applications, for filing or
later presentation of each independent claim in excess of 3:
By asmall entity (8 1.9(f)) ......... $39.00
By other than asmall entity ........ $78.00
() In addition to the basic filing fee in an original
application, except provisional applications, for filing or
later presentation of each claim in excess of 20 (Note
that 8 1.75(c) indicates how multiple dependent claims are
considered for fee calculation purposes.):
By asmall entity (8 1.9(f)) .......... $9.00
By other than asmall entity ........ $18.00
(d) In addition to the basic filing fee in an original
application, except provisiona applications, if the applica-
tion contains, or is amended to contain, a multiple depen-
dent claim(s), per application:
By asmall entity (§ 1.9(f)) ........ $130.00
By other than asmall entity .. .. ... $260.00
(e) Surchargefor filing the basic filing fee or oath or
declaration on a date later than the filing date of the appli-
cation, except provisional applications:

By asmall entity (§1.9(f)) ......... $65.00

By other than asmall entity .. .. ... $130.00
(f) Basicfeefor filing each design application:

By asmall entity (8 1.9(f)) ........ $135.00

By other than asmall entity .. ... .. $310.00

(9) Basic fee for filing each plant application,
except provisional applications:

By asmall entity (8 1.9(f)) ........ $240.00

By other than asmall entity .. .. ... $480.00
(h) Basicfeefor filing each reissue application:

By asmall entity (8 1.9(f)) ........ $345.00

By other than asmall entity .. .. ... $690.00

(i) In addition to the basic filing fee in a reissue
application, for filing or later presentation of each indepen-
dent claim which isin excess of the number of independent
clamsintheoriginal patent:

By asmall entity (§1.9(f)) ......... $39.00
By other than asmall entity ........ $78.00

() In addition to the basic filing fee in a reissue
application, for filing or later presentation of each claim
(whether independent or dependent) in excess of 20 and
aso in excess of the number of claims in the original
patent. (Note that § 1.75(c) indicates how multiple depen-
dent claims are considered for fee purposes):
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By asmall entity (8 1.9(f)).......... $11.00
By other than asmall entity . ........ $22.00
(k) Basicfeefor filing each provisiona application:
By asmall entity (8 1.9(f)).......... $75.00
By other than asmall entity . ....... $150.00

() Surcharge for filing the basic filing fee or cover
sheet (8§ 1.51(c)(1)) on adate later than the filing date of the
provisional application:

By asmall entity (8 1.9(f)).......... $25.00
By other than asmall entity . ........ $50.00

(m) If the additional fees required by paragraphs (b),
(©), (d), (i) and (j) of this section are not paid on filing or on
later presentation of the claims for which the additiona
fees are due, they must be paid or the claims canceled by
amendment, prior to the expiration of the time period set
for reply by the Office in any notice of fee deficiency.

NOTE.—See §81.445, 1.482 and 1.492 for international
application filing and processing fees.

[Added, 47 FR 41273, Sept. 17, 1982, effective date
Oct. 1, 1982; 50 FR 31824, Aug. 6, 1985, effective date
Oct. 5, 1985; paras. (a), (b), (d) - (i), 54 FR 6893, Feb. 15,
1989, effective Apr. 17, 1989; paras. (8)-(j), 56 FR 65142,
Dec. 13, 1991, effective Dec. 16, 1991; paras. (a)-(d) and
(f)-(j), 57 FR 38190, Aug. 21, 1992, effective Oct. 1, 1992;
paras. (a), (b), (d) and (f)-(i), 59 FR 43736, Aug. 25, 1994,
effective Oct. 1, 1994; paras. (a)-(g) amended and paras.
(k) and (l) added, 60 FR 20195, Apr. 25, 1995, effective
June 8, 1995; paras. (a), (b), (d), & (f)-(i) amended, 60 FR
41018, Aug. 11, 1995, effective Oct. 1, 1995; paras. (a), (b),
(d), and (f)-(i) amended and para. (m) added, 61 FR 39585,
July 30, 1996, effective Oct. 1, 1996; paras. (a), (b), (d),
and (f) - (i) amended, 62 FR 40450, July 29, 1997, effective
Oct. 1, 1997; paras. (d) & (I) amended, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997; paras. (a)-(d) and (f)-(j)
revised, 63 FR 6758, Dec. 8, 1998, effective Nov. 10, 1998;
paras. () and (b) revised, 64 FR 67774, Dec. 3, 1999,
effective Dec. 29, 1999.]

§ 1.17  Patent application processing fees.
(8 Extension fees pursuant to § 1.136(a):
() For reply within first month:

By asmall entity (8 1.9(f)).......... $55.00

By other than asmall entity . ....... $110.00
(2)  For reply within second month:

By asmall entity (8 1.9(f))......... $190.00

By other than asmall entity........ $380.00
(3) For reply within third month:

By asmall entity (8 1.9(f))......... $435.00

By other than asmall entity . ....... $870.00
(4)  For reply within fourth month:

By asmall entity (8 1.9(f))......... $680.00
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By other than asmall entity ... ... $1,360.00
(5) For reply within fifth month:

By asmall entity (§ 1.9(f)) ........ $925.00

By other than asmall entity ... ... $1,850.00

(b) For filing a notice of appeal from the examiner
to the Board of Patent Appealsand Interferences:
By asmall entity (§ 1.9(f)) ........ $150.00
By other than asmall entity ....... $300.00
() In addition to the fee for filing a notice of
appedl, for filing abrief in support of an appeal:
By asmall entity (§ 1.9(f)) ........ $150.00
By other than asmall entity ....... $300.00
(d) Forfiling arequest for an ora hearing before the
Board of Patent Appeals and Interferences in an appeal
under 35 U.S.C. 134:

By asmall entity (§ 1.9(f)) ........ $130.00
By other than asmall entity ....... $260.00
(e) [Reserved]
(f) [Reserved]
(9) [Reserved]

(h)  For filing a petition to the Commissioner under a

section listed below which refers to this paragraph $130.00

§1.182 - for decision on a question not specifically
provided for.

§1.183 - to suspend the rules.

§1.295 - for review of refusal to publish a statutory
invention registration.

§1.377 - for review of decision refusing to accept
and record payment of a maintenance fee filed prior to
expiration of a patent.

§ 1.378(e) - for reconsideration of decision on peti-
tion refusing to accept delayed payment of maintenance fee
in an expired patent.

§ 1.644(e) - for petition in an interference.

§ 1.644(f) - for request for reconsideration of a deci-
sion on petition in an interference.

§1.666(c) - for late filing of interference settlement
agreement.

§5.12 - for expedited handling of a foreign filing
license.

§ 5.15 - for changing the scope of alicense.

§ 5.25 - for retroactive license.

(i)  For filing a petition to the Commissioner under a
section listed below which refers to this paragraph $130.00

§1.12 - for access to an assignment record.

§1.14 - for access to an application.

§ 1.41 - to supply the name or names of the inventor
or inventors after the filing date without an oath or declara-
tion as prescribed by § 1.63, except in provisional applica
tions.

§ 1.47 - for filing by other than all theinventors or a
person not the inventor.
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§1.48 - for correction of inventorship, except in pro-
visional applications.

§1.53 - to accord afiling date, except in provisional
applications.

§ 1.55 - for entry of late priority papers.

§ 1.59 - for expungement and return of information.

§1.84 - for accepting color drawings or photo-
graphs.

§1.91 - for entry of amodel or exhibit.

§1.97(d) - to consider an information disclosure
statement.

§1.102 - to make an application special.

§1.103 - to suspend action in application.

§1.177 - for divisional reissues to issue separately.

§ 1.312 - for amendment after payment of issue fee.

§ 1.313 - to withdraw an application from issue.

§ 1.314 - to defer issuance of a patent.

§ 1.666(b) - for access to an interference settlement
agreement.

§3.81 - for a patent to issue to assignee, assignment
submitted after payment of the issue fee.

()  For filing a petition to institute a public use pro-
ceedingunder 81.292. . ........ ... ... ..... $1,510.00

(k)  For processing an application filed with a speci-
fication in anon-English language (§ 1.52(d)) . . . .$130.00

() For filing a petition:

(1) For the revival of an unavoidably abandoned
application under 35 U.S.C. 111, 133, 364, or 371 or
(2) For delayed payment of the issue fee
under 35 U.S.C. 151 (8 1.137(8)):
By asmall entity (8§ 1.9(f)).......... $55.00
By other than asmall entity........ $110.00
(m) For filing a petition:
(1) For revival of an unintentionally abandoned
application, or
(2) For the unintentionally delayed payment of
the fee for issuing a patent (§ 1.137(b)):
By asmall entity (§ 1.9(f))......... $605.00
By other than asmall entity . .. ... $1,210.00

(n)  For requesting publication of a statutory inven-
tion registration prior to the mailing of the first examiner's
action pursuant to § 1.104 - $920.00 reduced by the amount
of the application basic filing fee paid.

(o) For requesting publication of a statutory inven-
tion registration after the mailing of the first examiner's
action pursuant to § 1.104 - $1,840.00 reduced by the
amount of the application basic filing fee paid.

(p) For submission of an information disclosure
statement under §1.97(C) ...l $240.00

(q) For filing a petition to the Commissioner under a
section listed below which refers to this paragraph . $50.00
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§ 1.41 - to supply the name or names of the inventor
or inventors after the filing date without a cover sheet as
prescribed by § 1.51(c)(1) in a provisional application.

§1.48 - for correction of inventorship in a provi-
sional application.

§1.53 - to accord a provisional application a filing
date or to convert a nonprovisional application filed under
§ 1.53(b) to a provisional application under § 1.53(c).

(r) For entry of a submission after fina rejection
under § 1.129(a):

By asmall entity (§ 1.9(f)) ........ $345.00
By other than asmall entity .. .. ... $690.00

() For each additional invention requested to be
examined under § 1.129(b):

By asmall entity (§ 1.9(f)) ........ $345.00
By other than asmall entity .. .. ... $690.00

[Added 47 FR 41273, Sept. 17, 1982, effective Oct. 1,
1982; para. (h), 48 FR 2708, Jan. 20, 1983, effective Feb.
27, 1983; para. (h), 49 FR 13461, Apr. 4, 1984, effective
June 4, 1984; para. (h), 49 FR 34724, Aug. 31, 1984, effec-
tive Nov. 1, 1984; paras. (€), (9), (h) and (i), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; paras. (h), (n) and
(c), 50 FR 9379, Mar. 7, 1985, effective May 8, 1985;50 FR
31824, Aug. 6, 1985, effective Oct. 5, 1985; paras. (a)- (m),
54 FR 6893, Feb. 15, 1989, 54 FR 9431, March 7, 1989,
effective Apr. 17, 1989; para. (i)(1), 54 FR 47518, Nov. 15,
1989, effective Jan. 16, 1990; paras. (a)-(0), 56 FR 65142,
Dec. 13, 1991, effective Dec. 16, 1991; para. (i)(1), 57 FR
2021, Jan. 17, 1992, effective March 16, 1992; para. (p)
added, 57 FR 2021, Jan. 17, 1992, effective March 16,
1992; para. (i)(1), 57 FR 29642, July 6, 1992, effective
Sept. 4, 1992; corrected 57 FR 32439, July 22, 1992; paras.
(b)-(9), (j), and (m)-(0), 57 FR 38190,Aug. 21, 1992, effec-
tive Oct. 1, 1992; para. (h), 58 FR 38719, July 20, 1993,
effective Oct. 1, 1993; paras. (b)-(g), (j) and (m)-(p), 59 FR
43736, Aug. 25, 1994, effective Oct. 1, 1994; paras. (h)
& (i) amended and paras. (g)-(s) added, 67 FR 20195, Apr.
25, 1995, effective June 8, 1995; paras. (b)-(9), (j), (M)-(p),
(r) & (s) amended, 60 FR 41018, Aug. 11, 1995, effective
Oct. 1, 1995; paras. (b) - (9), (), (M)-(p), () and (s)
amended, 61 FR 39585, July 30, 1996, effective Oct. 1,
1996; paras. (b) - (9), (j), (M) - (p), () & (s) amended, 62
FR 40450, July 29, 1997, effective Oct. 1, 1997; paras. (a) -
(d), (h), (i) & (q) revised, paras. (€) - (g) reserved, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; para. (q) cor-
rected, 62 FR 61235, Nov. 17, 1997, effective Dec. 1, 1997;
paras. (8)-(d), (I) and (m) revised, 63 FR 67578, Dec. 8,
1998, effective Nov. 10, 1998; paras. (r) and (s) revised, 63
FR 67578, Dec. 8, 1998, effective Dec. 8, 1998; paras. (r)
and (s) revised, 64 FR 67774, Dec. 3, 1999, effective Jan.
10, 2000]
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§ 1.18 Patent issuefees.
(8 Issue fee for issuing each origina or reissue
patent, except adesign or plant patent:

By asmall entity (8 1.9(f))......... $605.00

By other than asmall entity . .. . .. $1,210.00
(b) Issuefeefor issuing a design patent:

By asmall entity (8 1.9(f))......... $215.00

By other than asmall entity . ....... $430.00
(c) Issuefeefor issuing aplant patent:

By asmall entity (8 1.9(f))......... $290.00

By other than asmall entity . ....... $580.00

[Added, 47 FR 41273, Sept. 17, 1982, effective Oct. 1,
1982; 50 FR 31824, Aug. 6, 1985, effective Oct. 5, 1985;
revised, 54 FR 6893, Feb. 15, 1989, effective Apr. 17,
1989; revised, 56 FR 65142, Dec. 13. 1991, effective Dec.
16, 1991, paras. (8)-(c), 57 FR 38190, Aug. 21, 1992, effec-
tive Oct. 1, 1992; revised, 59 FR 43736, Aug. 25, 1994,
effective Oct. 1, 1994; amended, 60 FR 41018, Aug. 11,
1995, effective Oct. 1, 1995; amended, 61 FR 39585, July
30, 1996, effective Oct. 1, 1996; amended, 62 FR 40450,
July 29, 1997, effective Oct. 1, 1997; amended, 63 FR
67578, Dec. 8, 1998, effective Nov. 10, 1998]

§ 1.19 Document supply fees.

The Patent and Trademark Office will supply copies of
the following documents upon payment of the fees indi-
cated:

(& Uncertified copies of patents:

(1) Printed copy of a patent, including a design
patent, statutory invention registration, or defensive publi-
cation document, except plant or statutory invention regis-
tration containing color drawing:

() Regular service, which includes prepara-
tion of copies by the PTO within 2-3 business days and
delivery by United States Postal Service or to a PTO Box;
and preparation of copies by the PTO within one business
day of receipt and delivery by electronic means (e.g., fax,
electronic mail)

(i) Next
BOX e $6.00

service
(2) Printed copy of aplant patent in color .$15.00

(3) Copy of a utility patent or statutory
invention registration containing color drawing (see
8184(A)(2) . $25.00

(b) Certified and uncertified copies of Office docu-
ments:
(1) Certified or uncertified copy of patent appli-
cation asfiled:
(i) Regularservice ................ $15.00
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(i) Expedited regular service. . ...... $30.00
(2) Certified or uncertified copy of patent-related
filewrapperand contents . . .................. $150.00

(3) Certified or uncertified copy of Office
records, per document except as otherwise provided in this

Section L $25.00
(4) For assignment records, abstract of title and
certification, perpatent. .. .................... $25.00

(c) Library service (35 U.S.C. 13): For providing
tolibraries copies of all patents issued annually, per

aNNUM $50.00
(d) Forlist of all United States patents and statutory
invention registrationsinasubclass. .. ........... $3.00

() Uncertified statement asto status of the payment
of maintenance fees due on a patent or expiration of a

patent L. $10.00
(f)  Uncertified copy of a non-United States patent
document, per document . .................... $25.00

(g) Tocompare and certify copies made from Patent
and Trademark Office records but not prepared by the Pat-
ent and Trademark Office, per copy of document. . . $25.00

(h) Additional filing receipts;, duplicate; or cor-
rected due to:

applicanterror................... $25.00

[Added 47 FR 41273, Sept. 17, 1982, effective date
Oct. 1, 1982; para. (b), 49 FR 552, Jan. 4, 1984, effective
date Apr. 1, 1984; paras. (f) and (g) added, 49 FR 34724,
Aug. 31, 1984, effective date Nov. 1, 1984; paras. (a) and
(c), 50 FR 9379, Mar. 7, 1985, effective date May 8,1985;
50 FR 31825, Aug. 6, 1985, effective date Oct. 5, 1985;
revised, 54 FR 6893, Feb. 15, 1989; 54 FR 9432, March 7,
19809, effective Apr. 17, 1989, revised 56 FR 65142, Dec.
13, 1991, effective Dec. 16, 1991; paras. (b)(4), (f) and
(h),57 FR 38190, Aug. 21, 1992, effective Oct.1, 1992;
para. (3)(3), 58 FR 38719, July 20, 1993, effective Oct. 1,
1993; paras. (a)(1)(ii), (@)(D)(iii), (b)()(), & (b)(L)(ii)
amended, 60 FR 41018, Aug. 11, 1995, effective Oct. 1,
1995; paras. (a)(2) and (a)(3) amended, 62 FR 40450, July
29, 1997, effective Oct. 1, 1997; paras. (a)(2)(i) through
(a)(1)(iii) revised, 64 FR 67486, Dec. 2, 1999, effective
Dec. 2, 1999]

§ 1.20 Post issuance fees.
(@ For providing a certificate of correction for
applicant'smistake (§1.323) ................. $100.00
(b)  Petition for correction of inventorship in patent
(81.324) ... $130.00
(c) For filing a request for reexamination
(8L510(Q)) +vvvviee i $2,520.00
(d) For filing each statutory disclaimer (8§ 1.321):
By asmall entity (§ 1.9(f)) ......... $55.00
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By other than asmall entity........ $110.00
(e) For maintaining an origina or reissue patent,
except a design or plant patent, based on an application
filed on or after December 12, 1980, in force beyond four
years, the fee is due by three years and six months after the
original grant:
By smal entity (8 1.9(f)) .......... $415.00
By other than asmall entity........ $830.00
(f) For maintaining an original or reissue patent,
except a design or plant patent, based on an application
filed on or after December 12, 1980, in force beyond eight
years, the feeis due by seven years and six months after the
original grant:
By asmall entity (§ 1.9(f))......... $950.00
By other than asmall entity . .. ... $1,900.00
(9) For maintaining an origind or reissue patent,
except a design or plant patent, based on an application
filed on or after December 12, 1980, in force beyond
twelve years, the fee is due by eleven years and six months
after the original grant:
By asmall entity (§ 1.9(f)). ...... $1,455.00
By other than asmall entity . .. ... $2,910.00
(h)  Surcharge for paying a maintenance fee during
the six-month grace period following the expiration of
three years and six months, seven years and six months,
and eleven years and six months after the date of the origi-
nal grant of a patent based on an application filed on or
after December 12, 1980:
By asmall entity (8§ 1.9(f)).......... $65.00
By other than asmall entity........ $130.00
(i)  Surcharge for accepting a maintenance fee after
expiration of a patent for non-timely payment of a mainte-
nance fee where the delay in payment is shown to the satis-
faction of the Commissioner to have been —
(1) Unavoidable.................... $700.00
(2) Unintentional ................. $1,640.00
() For filing an application for extension of the
term of a patent
(1) Application for extension under § 1.740

.......................... $1,120.00

(2) Initia application for interim extension under
81790 $420.00
(3) Subsequent application for interim extension

under 81.790 . ... ... $220.00

[Added 47 FR 41273, Sept. 17, 1982, effective date
Oct. 1, 1982; paras. (k), (I) and (m) added, 49 FR 34724,
Aug. 31, 1984, effective date Nov. 1, 1984; paras. (c), (f),
(g) and (m), 50 FR 9379, Mar. 7, 1985, effective date May
8, 1985; 50 FR 31825, Aug. 6, 1985, effective date Oct. 5,
1985; 51 FR 28057, Aug. 4, 1986; 52 FR 9394, Mar. 24,
1987; paras. (a)-(n), 54 FR 6893, Feb. 15, 1989, 54 FR
8053, Feb. 24, 1989, effective Apr. 17, 1989; revised 56 FR

R-21

§1.21

65142, Dec. 13, 1991, effective Dec. 16, 1991; paras. (a),
(), (e)-(g) and (i), 57 FR 38190, Aug. 21, 1992, effective
Oct. 1, 1992; para. (i), 58 FR 44277, Aug. 20, 1993, effec-
tive Sept. 20, 1993; paras. (c), (€)-(g), (i)(1) and (j), 59 FR
43736, Aug. 25, 1994, effective Oct. 1, 1994; para. (j)
revised, 60 FR 25615, May 12, 1995, effective July 11,
1995; paras. (c), (e)-(9), ()(2), & (j)(1) amended, 60 FR
41018, Aug. 11, 1995, effective Oct. 1, 1995; paras. (a), (€)
- (9), ()(D), ()(2), and (j)(2) -()(3) amended, 61 FR 39585,
July 30, 1996, effective Oct. 1, 1996; paras. (c), (€) - (9),
(1)(2), ()(2), and (j)(1) - (j)(3) amended, 62 FR 40450, July
29, 1997, effective Oct. 1, 1997; paras. (d)-(g) revised,
63 FR 67578, Dec. 8, 1998, effective Nov. 10, 1998; para.
(e) revised, 64 FR 67774, Dec. 3, 1999, effective Dec. 29,
1999]

§ 1.21  Miscellaneous fees and charges.
The Patent and Trademark Office has established the fol -
lowing fees for the services indicated:
(8 Registration of attorneys and agents:
()  For admission to examination for registration
to practice:
(i)  Application Fee (non-refundable). . $40.00
(i) Registration examination fee . ... $310.00

(2) Onregistration to practice. . ....... $100.00

(3) For reinstatement to practice. . ... ... $40.00

(4) For certificate of good standing as an attorney
Oragent L. $10.00
Suiteblefor framing .............. $20.00

(5) For review of decision of the Director of
Enrollment and Discipline under § 10.2(c) . ... .. $130.00

(6) For requesting regrading of an examination
under § 10.7(c):
() Regrading of morning section (PTO Prac-

ticcand Procedure). .. ....... ... ... ... $230.00
(i) Regrading of afternoon section (Claim
Drafting) $230.00

(b) Deposit accounts:
(1) For establishing a deposit account . . . $10.00
(2) Service charge for each month when the bal-
ance at the end of the month isbelow $1,000 . . ... $25.00
(3) Service charge for each month when the bal-
ance at the end of the month is below $300 for restricted
subscription deposit accounts used exclusively for sub-
scription order of patent copiesasissued. ... ..... $25.00
(c) Disclosure document: For filing a disclosure
document . ... $10.00
(d) Ddivery box: Local delivery box rental, per
ANNUM e $50.00
(e) Internationa type search reports: For preparing
an international type search report of an internationa type
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search made at the time of the first action on the meritsin a

nationa patent application. . ................... $40.00
(f) [Reserved]
(g) Self-service copy charge, per page. . . .... $0.25

(h)  For recording each assignment, agreement, or
other paper relating to the property in a patent or applica-
tion, perproperty . ... $40.00

(i)  Publication in Official Gazette: For publication
in the Official Gazette of a naotice of the availability of an
application or a patent for licensing or sale:

Each applicationor patent . ......... $25.00
()  Labor charges for services, per hour or fraction
thereof .. $40.00

(k) For items and services that the Commissioner
finds may be supplied, for which fees are not specified by
statute or by this part, such charges as may be determined
by the Commissioner with respect to each such item or ser-
VICE e Actual cost

() For processing and retaining any application
abandoned pursuant to § 1.53(f), unless the required basic
filing fee (§ 1.16) hasbeenpaid ............... $130.00

(m) For processing each check returned “unpaid” by
a bank

(n)  For handling an application in which proceed-
ings are terminated pursuant to § 1.53(€) ........ $130.00

(0) Margina cost, paid in advance, for each hour of
terminal session time, including print time, using Auto-
mated Patent System full-text search capabilities, prorated
for the actual time used. The Commissioner may waive the
payment by an individual for access to the Automated
Patent System full-text search capability (APS-Text) upon
a showing of need or hardship and if such waiver isin the
publicinterest ........... ... . .., $40.00

[Added 47 FR 41274, Sept. 17, 1982, effective date
Oct. 1, 1982; paras. (b) and (1), 49 FR 553, Jan. 4, 1984,
effective date Apr. 1, 1984; paras. (a)(5) and (6) added, 50
FR 5171, Feb. 6, 1985, effective date Apr. 8, 1985; 50 FR
31825, Aug. 6, 1985, effective date Oct. 5, 1985; paras. (a),
(b)(1), (d)-(), (1)-(m), 54 FR 6893, Feb. 15, 1989; 54 FR
8053, Feb. 24, 1989; 54 FR 9432, March 7, 1989, effective
Apr. 17, 1989; para. (n) added 54 FR 47518, Nov. 15, 1989,
effective Jan. 16, 1990; paras. (0)-(q) added 54 FR 50942,
Dec.11, 1989, effective Feb. 12, 1990; paras. (a)-(c), (€)-
(h), ()-(1) & (n) amended, 56 FR 65142, Dec. 13, 1991,
effective Dec. 16, 1991; paras. (p) and (g) deleted, 56 FR
65142, Dec. 13, 1991, effective Dec. 16, 1991; paras.
@)(1), @(5), (8)(6), (b)(), (b)(3), (€) and (i), 57 FR 38190,
Aug. 21, 1992, effective Oct. 1, 1992; para. (p) added, 57
FR 38190, Aug. 21, 1992, effective Oct. 1, 1992; para. (p)
deleted, 59 FR 43736, Aug.25, 1994, effective Oct. 1,
1994; para. (I) amended, 60 FR 20195, Apr. 25, 1995,
effective June 8, 1995; para. (a)(1) amended, 60 FR 41018,

Rev. 1, Feb. 2000

MANUAL OF PATENT EXAMINING PROCEDURE

Aug. 11, 1995, effective Oct. 1, 1995; paras. (8)(1), (a)(3)
and (3)(6) revised, 61 FR 39585, July 30, 1996, effective
Oct. 1, 1996; paras. (a8)(1)(ii), (a)(6), and (j) amended,
62 FR 40450, July 29, 1997, effective Oct. 1, 1997; paras.
() & (n) revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997; para. (8)(6)(ii) revised, 63 FR 67578, Dec. 8,
1998, effective Dec. 8, 1998]

§ 1.22 Feespayablein advance.

(8 Patent and trademark fees and charges payable
to the Patent and Trademark Office are required to be paid
in advance, that is, at the time of requesting any action by
the Office for which a fee or charge is payable with the
exception that under § 1.53 applications for patent may be
assigned a filing date without payment of the basic filing
fee.

(b)  All patent and trademark fees paid to the Patent
and Trademark Office should be itemized in each individ-
ual application, patent, or other proceeding in such a man-
ner that it is clear for which purpose the fees are paid.

[48 FR 2708, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.23  Method of payment.

(@ All payments of money required for Patent and
Trademark Office fees, including fees for the processing of
international applications (§ 1.445), shall be made in U.S.
dollars and in the form of a cashier's or certified check,
Treasury note, or United States Postal Service money order.
If sent in any other form, the Office may delay or cancel the
credit until collection is made. Checks and money orders
must be made payable to the Commissioner of Patents and
Trademarks. Payments from foreign countries must be pay-
able and immediately negotiable in the United States for
the full amount of the fee required. Money sent by mail to
the Office will be at the risk of sender, and letters contain-
ing money should be registered with the United States
Postal Service.

(b) Payments of money required for Patent and
Trademark Office fees in an electronically filed trademark
application or electronic submission in a trademark appli-
cation may also be made by credit card. Payment of a fee
by credit card must specify the amount to be charged to the
credit card and such other information as is necessary to
process the charge, and is subject to collection of the fee.
The Office will not accept a general authorization to charge
fees to a credit card. If credit card information is provided
on a form or document other than a form provided by the
Office for the payment of fees by credit card, the Office
will not be liable if the credit card number becomes public
knowledge.
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[43 FR 20462, May 11, 1978; revised, 64 FR 48900,
Sept. 8, 1999, effective Oct. 30, 1999]

§ 1.24 Coupons.

Coupons in denominations of three dollars, for the pur-
chase of patents, designs, defensive publications, statutory
invention registrations, and trademark registrations are sold
by the Patent and Trademark Office for the convenience of
the general public; these coupons may not be used for any
other purpose. The three-dollar coupons are sold individu-
ally and in books of 50 for $150.00. These coupons are
good until used; they may be transferred but cannot be
redeemed.

[47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982;
48 FR 2708, Jan. 20, 1983, effective date Feb. 27, 1983; 50
FR 31825, Aug. 6, 1985, effective Oct. 5, 1985; 51 FR
28057, Aug. 4, 1986; 56 FR 65142, Dec. 13, 1991, effec-
tive Dec. 16, 1991]

§ 1.25 Deposit accounts.

(8 For the convenience of attorneys, and the gen-
era public in paying any fees due, in ordering services
offered by the Office, copies of records, etc. deposit
accounts may be established in the Patent and Trademark
Office upon payment of the fee for establishing a deposit
account § 1.21(b)(1)). A minimum deposit of $1,000 is
required for paying any fee due or in ordering any services
offered by the Office. However, a minimum deposit of
$300 may be paid to establish a restricted subscription
deposit account used exclusively for subscription order of
patent copies asissued. At the end of each month, a deposit
account statement will be rendered. A remittance must be
made promptly upon receipt of the statement to cover the
value of items or services charged to the account and thus
restore the account to its established normal deposit value.
An amount sufficient to cover al fees, services, copies,
etc., requestedmust aways be on deposit. Charges to
accounts with insufficient funds will not be accepted. A
service charge (8 1.21(b)(2)) will be assessed for each
month that the balance at the end of the month is below
$1,000. For restricted subscription deposit accounts, a ser-
vice charge (8§ 1.21(b)(3)) will be assessed for each month
that the balance at the end of the month is bel ow $300.

(b)  Filing, issue, appeal, international-type search
report, international application processing, petition, and
post-issuance fees may be charged against these accounts if
sufficient funds are on deposit to cover such fees. A general
authorization to charge al fees, or only certain fees, set
forth in 88 1.16 to 1.18 to a deposit account containing suf-
ficient funds may be filed in an individual application,
either for the entire pendency of the application or with
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respect to a particular paper filed. An authorization to
charge to a deposit account the fee for arequest for reexam-
ination pursuant to § 1.510 and any other feesrequired in a
reexamination proceeding in a patent may also befiled with
the request for reexamination. An authorization to charge a
fee to a deposit account will not be considered payment of
the fee on the date the authorization to charge the fee is
effective as to the particular fee tobe charged unless suffi-
cient funds are present in the account to cover the fee.

[49 FR 553, Jan. 4, 1984, effective Apr. 1, 1984; 47 FR
41274, Sept. 17, 1982, effective Oct. 1,1982; 50 FR 31826,
Aug. 6, 1985, effective Oct. 5, 1985]

§ 1.26  Refunds.

(& Any fee paid by actual mistake or in excess of
that required will be refunded, but a mere change of pur-
pose after the payment of money, as when a party desiresto
withdraw an application, an appeal, or a request for ora
hearing, will not entitle a party to demand such a return.
Amounts of twenty-five dollars or less will not be returned
unless specifically requested within a reasonable time, nor
will the payer be notified of such amounts;, amounts over
twenty-five dollars may be returned by check or, if
requested, by credit to a deposit account.

(b) [Reserved]

(c) If the Commissioner decides not to institute a
reexamination proceeding, arefund of $1,690 will be made
to the requester of the proceeding. Reexamination reguest-
ers should indicate whether any refund should be made by
check or by credit to a deposit account.

[47 FR 41274, Sept. 17, 1982, effective Oct. 1, 1982;
50 FR 31826 Aug. 6, 1985, effective Oct. 5, 1985; para. (c),
54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989; para.
(c), 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991;
paras. (a) and (c), 57 FR 38190, Aug. 21, 1992, effective
Oct. 1,1992; para. (&) revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 1.27 Satement of statusas small entity.

(& Any person seeking to establish status as a small
entity (8 1.9(f) of this part) for purposes of paying feesin
an application or a patent must file a statement in the appli-
cation or patent prior to or with the first fee paid as a small
entity. Such a statement need only be filed once in an appli-
cation or patent and remains in effect until changed.

(b)  When establishing status as a small entity pursu-
ant to paragraph (a) of this section, any statement filed on
behalf of an independent inventor must be signed by
the independent inventor except as provided in § 1.42,
§1.43, or § 1.47 of this part and must state that the inventor
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qualifies as an independent inventor in accordance with §
1.9(c) of this part. Where there are joint inventors in an
application, each inventor must file a statement establishing
status as an independent inventor in order to qualify as a
small entity. Where any rights have been assigned, granted,
conveyed, or licensed, or there is an obligation to assign,
grant, convey, or license, any rights to asmall business con-
cern, a nonprofit organization, or any other individua, a
statement must be filed by the individual, the owner of the
small business concern, or an official of the small business
concern or nonprofit organizationempowered to act on
behalf of the small business concern or nonprofit organiza-
tion identifying their status. For purposes of a statement
under this paragraph, alicenseto aFederal agency resulting
from a funding agreement with that agency pursuant to
35U.S.C. 202(c)(4) does not constitute a license as set
forthin § 1.9 of this part.

(c)(1) Any statement filed pursuant to paragraph (a) of
this section on behalf of a small business concern must:

0] Be signed by the owner or an official of the
small business concern empowered to act on behalf of the
concern;

(i) State that the concern qualifies as a small
business concern as defined in § 1.9(d); and

(iii) State that the exclusive rights to the inven-
tion have been conveyed to and remain with the small busi-
ness concern or, if the rights are not exclusive, that al other
rights belong to small entities as definedin § 1.9.

(2) Where the rights of the small business con-
cern as a small entity are not exclusive, a statement must
aso befiled by the other small entities having rights stating
their status as such. For purposes of a statement under this
paragraph, a license to a Federal agency resulting from a
funding agreement with that agency pursuant to 35 U.S.C.
202(c)(4) does not constitute a license as set forthin § 1.9
of this part.

(d)(1) Any statement filed pursuant to paragraph (a) of
this section on behalf of anonprofit organization must:

0] Be signed by an official of the nonprofit
organization empowered to act on behalf of the organiza-
tion;

(i) State that the organization qudifies as a
nonprofit organization as defined in § 1.9(e) of this part
specifying under which one of § 1.9(e)(1), (2), (3), or (4) of
this part the organization qualifies; and

(iii) State that exclusive rights to the invention
have been conveyed to and remain with the organization or
if the rights are not exclusive that all other rights belong to
small entities asdefined in § 1.9 of this part.

(2) Wheretherights of the nonprofit organization
as asmall entity are not exclusive, a statement must also be
filed by the other small entities having rights stating their
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status as such. For purposes of a statement under this para
graph, alicense to a Federal agency pursuant to 35 U.S.C.
202(c)(4) does not constitute a conveyance of rights as set
forth in this paragraph.

[47 FR 40139, Sept. 10, 1982, added effective Oct. 1,
1982; para. (c) added, 47 FR 43276, Sept. 30, 1982; paras.
(b), (c), and (d), 49 FR 553, Jan. 4, 1984, effective Apr. 1,
1984; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.1,
1997]

§ 1.28 Effect on fees of failure to establish status, or

change status, as a small entity.

(8)(1) The fallure to establish status as a small entity
(88 1.9(f) and 1.27 of this part) in any application or patent
prior to paying, or at the time of paying, any fee precludes
payment of the fee in the amount established for small enti-
ties. A refund pursuant to 8 1.26 of this part, based on
establishment of small entity status, of a portion of fees
timely paid in full prior to establishing status as a small
entity may only be obtained if a statement under § 1.27 and
arequest for arefund of the excess amount are filed within
two months of the date of the timely payment of the full
fee. The two-month time period is not extendable under
§1.136. Status asasmall entity iswaived for any fee by the
failure to establish the status prior to paying, at the time of
paying, or within two months of the date of payment of, the
fee.

(2) Status as a small entity must be specifically
established in each application or patent in which the status
is available and desired. Status as a small entity in one
application or patent does not affect any other application
or patent, including applications or patents which are
directly or indirectly dependent upon the application or
patent in which the status has been established. The refiling
of an application under § 1.53 as a continuation, division,
or continuation-in-part (including a continued prosecution
application under § 1.53(d)), or thefiling of areissue appli-
cation requires a new determination as to continued entitle-
ment to small entity status for the continuing or reissue
application. A nonprovisional application claiming benefit
under 35U.S.C. 119(e), 120, 121, or 365(c) of a prior
application, or areissue application may rely on a statement
filed in the prior application or in the patentif the nonprovi-
sional application or the reissue application includes a ref-
erence to the statement in the prior application or in the
patent or includes a copy of the statement in the prior appli-
cation or in the patent and status as a small entity is still
proper and desired. The payment of the small entity basic
statutory filing fee will be treated as such a reference for
purposes of this section.
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(3) Once status as a small entity has been estab-
lished in an application or patent, the status remains in that
application or patent without the filing of a further state-
ment pursuant to § 1.27 of this part unless the Office is
notified of a change in status.

(b) Once status as a small entity has been estab-
lished in an application or patent, fees asa small entity may
thereafter be paid in that application or patent without
regard to a change in status until the issue fee is due or any
maintenance feeis due. Notification of any changein status
resulting in loss of entitlement to small entity status must
befiled in the application or patent prior to paying, or at the
time of paying, the earliest of the issue fee or any mainte-
nance fee due after the date on which status as a small
entity isno longer appropriate pursuant to § 1.9 of this part.
The notification of change in status may be signed by the
applicant, any person authorized to sign on behalf of the
assignee, or an attorney or agent of record or acting in a
representative capacity pursuant to § 1.34(a) of this part.

(c) If status as a small entity is established in good
faith, and fees as a small entity are paid in good faith, in
any application or patent, and it is later discovered that
such status as a small entity was established in error or that
through error the Office was not notified of achange in sta-
tus as required by paragraph (b) of this section, the error
will be excused upon payment of the deficiency between
the amount paid and the amount due. The deficiency is
based on the amount of the fee, for other than asmall entity,
in effect at the time the deficiency ispaid in full.

(d)(1) Any attempt to fraudulently (i) establish status
as a small entity or (ii) pay fees as a small entity shall be
considered as afraud practiced or attempted on the Office.

(2) Improperly and with intent to deceive (i)
Establishing status as a small entity, or (ii) Paying feesasa
small entity shall be considered as a fraud practiced or
attempted on the Office.

[47 FR 40140, Sept. 10, 1982, added effective Oct. 1,
1982; para. (@), 49 FR 553, Jan. 4, 1984, effective Apr. 1,
1984; para. (d)(2), 57 FR 2021, Jan. 17, 1992, effective
Mar. 16, 1992; para. (c) revised, 58 FR 54504, Oct. 22,
1993, effective Jan. 3, 1994; para. (a) revised, 60 FR
20195, Apr. 25, 1995, effective June 8, 1995; paras. (a) &
(c) revised, 62 FR 53131, Oct. 10 1997, effective Dec. 1,
1997]
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Subpart B — National Processing Provisions

PROSECUTION OF APPLICATION AND

APPOINTMENT OF ATTORNEY OR AGENT
§ 1.31 Applicants may be represented by a regis-
tered attorney or agent.

An applicant for patent may file and prosecute his or her
own case, or he or she may be represented by a registered
attorney, registered agent, or other individual authorized to
practice before the Patent and Trademark Office in patent
cases. See 88 10.6 and 10.9 of this subchapter. The Patent
and Trademark Office cannot aid in the selection of aregis-
tered attorney or agent.

[50 FR 5171, Feb. 6,1985, effective Mar. 8, 1985]

§ 1.32

[Deleted 57 FR 29642, July 6, 1992, effective Sept. 4,
1992]

[Reserved]

§ 1.33 Correspondence respecting patent applica-
tions, reexamination proceedings, and other
proceedings.

(& Theapplicant, the assignee(s) of the entire inter-
est (see 88 3.71 and 3.73) or an attorney or agent of record
(see §1.34(b)) may specify a correspondence address
towhich communications about the application
areto bedirected. All notices, officia letters, and other
communications in the application will be directed to the
correspondence address or, if no such correspondence
address is specified, to an attorney or agent of record (see
§ 1.34(b)), or, if no attorney or agent is of record, to the
applicant, so long as a post office address has been fur-
nished in the application. Double correspondence with an
applicant and an attorney or agent, or with more than one
attorney or agent, will not be undertaken. If more than one
attorney or agent is made of record and a correspondence
address has not been specified, correspondence will be held
with the one last made ofrecord.

(b)  Amendments and other papersfiled in the appli-
cation must be signed by:

(1) An attorney or agent of record appointed in
compliance with § 1.34(b);

(2) A registered attorney or agent not of record
who acts in a representative capacity under the provisions
of § 1.34(a);

(3) Theassignee of record of the entire interest, if
there is an assignee of record of the entireinterest;

(4) An assignee of record of an undivided part
interest, and any assignee(s) of the remaining interest and
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any applicant retaining an interest, if there is an assignee of
record of an undivided part interest; or

(50  All of the applicants (88 1.42, 1.43 and 1.47)
for patent, unless there is an assignee of record of the entire
interest and such assignee has taken action in the applica-
tion in accordance with 88 3.71 and 3.73.

(c)  All notices, official letters, and other communi-
cations for the patent owner or owners in a reexamination
proceeding will be directed to the attorney or agent of
record (see § 1.34(b)) in the patent file at the address listed
on the register of patent attorneys and agents maintained
pursuant to 88 10.5 and 10.11 or, if no attorney or agent is
of record, to the patent owner or owners at the address or
addresses of record. Amendments and other papers filed in
a reexamination proceeding on behalf of the patent owner
must be signed by the patent owner, or if there is more than
one owner by all the owners, or by an attorney or agent of
record in the patent file, or by aregistered attorney or agent
not of record who acts in a representative capacity under
the provisions of § 1.34(a). Double correspondence with
the patent owner or owners and the patent owner's attorney
or agent, or with more thanone attorney or agent, will not
be undertaken. If more than one attorney or agent is of
record and a correspondence address has not been speci-
fied, correspondence will be held with the last attorney or
agent made of record.

(d) A “correspondence address’ or change thereto
may be filed with the Patent and Trademark Office during
the enforceable life of the patent. The “correspondence
address” will be used in any correspondence relating to
maintenance fees unless a separate “fee address” has been
specified. See 8 1.363 for “fee address” used solely for
maintenance fee purposes.

[36 FR 12617, July 2, 1971; 46 FR 29181, May 29,
1981, para. (d) added, 49 FR 34724, Aug. 31, 1984, effec-
tive Nov. 1, 1984; para. (c), 50 FR 5171, Feb. 6, 1985,
effective Mar. 8, 1985; paras. (a) & (b) revised, 62 FR
53131, Oct. 10 1997, effective Dec. 1, 1997]

§ 134

(8 When aregistered attorney or agent acting in a
representative capacity appears in person or signs a paper
in practice before the Patent and Trademark Office in a
patent case, his or her personal appearance or signature
shall constitute a representation to the Patent and Trade-
mark Office that under the provisions of this subchapter
and thelaw, he or sheis authorized to represent the particu-
lar party in whose behalf he or she acts. In filing such a
paper, the registered attorney or agent should specify his or
her registration number with his or her signature. Further

Recognition for representation.
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proof of authority to act in arepresentative capacity may be
required.

(b)  When an attorney or agent shall have filed his or
her power of attorney, or authorization, duly executed by
the person or persons entitled to prosecute an application or
a patent involved in areexamination proceeding, he or she
is a principal attorney of record in the case. A principal
attorney or agent, so appointed, may appoint an associate
attorney or agent who shall also then be of record.

[46 FR 29181, May 29, 1981; para. (a), 50 FR 5171,
Feb. 6, 1985, effective Mar. 6, 1985]

§ 1.36 Revocation of power of attorney or authori-
zation; withdrawal of attorney or agent.

A power of attorney or authorization of agent may be
revoked at any stage in the proceedings of a case, and an
attorney or agent may withdraw, upon application to and
approval by the Commissioner. An attorney or agent,
except an associate attorney or agent whose address is the
same as that of the principa attorney or agent, will be noti-
fied of the revocation of the power of attorney or authoriza-
tion, and the applicant or patent owner will be notified of
thewithdrawal of the attorney or agent. An assignment will
not of itself operate as arevocation of a power or authoriza-
tion previously given, but the assignee of the entire interest
may revoke previous powers and be represented by an
attorney or agent of the assignee's own selection. See
§ 1.613(d) for withdrawal of an attorney or agent of record
in an interference.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

WHO MAY APPLY FOR A PATENT

§ 141  Applicant for patent.
(8 A patentis applied for in the name or names of
the actual inventor or inventors.

(1) Theinventorship of a nonprovisional applice-
tion is that inventorship set forth in the oath or declaration
as prescribed by 8§ 1.63, except as provided for in
§ 1.53(d)(4) and § 1.63(d). If an oath or declaration as pre-
scribed by § 1.63 is not filed during the pendency of a non-
provisional application, the inventorship is that
inventorship set forth in the application papers filed pursu-
ant to § 1.53(b), unless a petition under this paragraph
accompanied by the fee set forth in § 1.17(i) isfiled supply-
ing or changing the name or names of the inventor or
inventors.

(2) Theinventorship of a provisional application
isthat inventorship set forth in the cover sheet as prescribed
by 81.51(c)(1). If a cover sheet as prescribed by
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§1.51(c)(1) is not filed during the pendency of a provi-
sional application, the inventorship is that inventorship set
forth in the application papers filed pursuant to § 1.53(c),
unless a petition under this paragraph accompanied by the
fee set forth in § 1.17(q) isfiled supplying or changing the
name or names of the inventor or inventors.

(3) Inanonprovisiona application filed without
an oath or declaration as prescribed by § 1.63 or a provi-
sional application filed without a cover sheet as prescribed
by 8§ 1.51(c)(1), the name or names of person or persons
believed to be the actual inventor or inventors should be
provided for identification purposes when the application
papers pursuant to § 1.53(b) or (c) are filed. If no name of a
person believed to be an actual inventor is so provided, the
application should include an applicant identifier consisting
of alphanumeric characters.

(b)  Unlessthe contrary isindicated the word “appli-
cant” when used in these sections refers to the inventor or
joint inventors who are applying for a patent, or to the per-
son mentioned in 88 1.42, 1.43 or 1.47 who is applying for
apatent in place of the inventor.

(c)  Any person authorized by the applicant may file
an application for patent on behalf of the inventor or inven-
tors, but an oath or declaration for the application (§ 1.63)
can only be made in accordance with § 1.64.

(d) A showing may be required from the person fil-
ing the application that the filing was authorized where
such authorization comes into question.

[48 FR 2708, Jan. 20, 1983; 48 FR 4285, Jan. 31,
1983; para. (a) revised, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

§ 142

In case of the death of the inventor, the legal representa-
tive (executor, administrator, etc.) of the deceased inventor
may make the necessary oath or declaration, and apply for
and obtain the patent. Where the inventor dies during the
time intervening between the filing of the application and
the granting of a patent thereon, the letters patent may be
issued to the legal representative upon proper intervention.

When theinventor isdead.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.43  When the inventor is insane or legally inca-

pacitated.

In case an inventor is insane or otherwise legally inca-
pacitated, the legal representative (guardian, conservator,
etc.) of such inventor may make the necessary oath or dec-
laration, and apply for and obtain the patent.
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[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983

§ 1.44  Proof of authority.

In the cases mentioned in 88 1.42 and 1.43, proof of the
power or authority of the legal representative must be
recorded in the Patent and Trademark Office or filed in the
application before the grant of a patent.

§ 1.45 Joint inventors.

(& Joint inventors must apply for a patent jointly
and each must make the required oath or declaration: nei-
ther of them aone, nor less than the entire number, can
apply for apatent for an invention invented by them jointly,
except as provided in § 1.47.

(b) Inventors may apply for a patent jointly even
though
(1) They did not physically work together or at
the same time,
(2) Each inventor did not make the same type or
amount of contribution, or

(3) Each inventor did not make a contribution to
the subject matter of every claim of the application.

(c) If multiple inventors are named in a nonprovi-
sional application, each named inventor must have made a
contribution, individualy or jointly, to the subject matter of
at least one claim of the application and the application will
be considered to be ajoint application under 35 U.S.C. 116.
If multiple inventors are named in a provisional applica-
tion, each named inventor must have made a contribution,
individually or jointly, to the subject matter disclosed in the
provisional application and the provisional application will
be considered to be ajoint application under 35 U.S.C. 116.

[paras. (b) and (c), 47 FR 41274, Sept. 17, 1982, effec-
tive Oct. 1, 1982; 48 FR 2709, Jan. 20, 1983, effective Feb.
27, 1983; 50 FR 9379, Mar. 7, 1985, effective May 8, 1985;
para. (c) revised, 60 FR 20195, Apr. 25, 1995, effective
June 8, 1995]

§ 146  Assigned inventionsand patents.

In case the whole or a part interest in the invention or in
the patent to be issued is assigned, the application must still
be made or authorized to be made, and an oath or declara-
tion signed, by the inventor or one of the persons men-
tioned in 88 1.42, 1.43, or 1.47. However, the patent may
be issued to the assignee or jointly to the inventor and the
assignee as provided in § 3.81.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983;
57 FR 29642, July 6, 1992, effective Sept. 4, 1992]

Rev. 1, Feb. 2000



§1.47
§ 1.47  Filing when an inventor refuses to sign or
cannot bereached.

(& If ajoint inventor refuses to join in an applica-
tion for patent or cannot be found or reached after diligent
effort, the application may be made by the other inventor
on behalf of himself or herself and the nonsigning inventor.
The oath or declaration in such an application must be
accompanied by a petition including proof of the pertinent
facts, the fee set forth in 8§ 1.17(i) and the last known
address of the nonsigning inventor. The Patent and Trade-
mark Office shall, except in a continued prosecution appli-
cation under § 1.53(d), forward notice of the filing of the
application to the nonsigning inventor at said address and
publish notice of the filing of the application in the Official
Gazette. The nonsigning inventor may subsequently joinin
the application on filing an oath or declaration complying
with § 1.63.

(b)  Whenever al of the inventors refuse to execute
an application for patent, or cannot be found or reached
after diligent effort, a person to whom an inventor has
assigned or agreed in writing to assign the invention or who
otherwise shows sufficient proprietary interest in the matter
justifying such action may make application for patent
on behalf of and as agent for al the inventors. The oath or
declaration in such an application must be accompanied by
a petition including proof of the pertinent facts, a showing
that such action is necessary to preserve the rights of
theparties or to prevent irreparable damage, the fee
set forth in § 1.17(i), and the last known address of all
of the inventors. The Office shall, except in a continued
prosecution application under § 1.53(d), forward notice of
the filing of the application to all of the inventors at the
addresses stated in the application and publish notice of the
filingof the application in the Official Gazette. An inventor
may subsequently join in the application on filing an oath
or declaration complying with § 1.63.

[47 FR 41275, Sept. 17, 1982, effective Oct. 1, 1982;
48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; revised,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.48 Correction of inventorship in a patent appli-
cation, other than areissue application.

(8 If the inventive entity is set forth in error in an
executed 8 1.63 oath or declaration in an application, other
than a reissue application, and such error arose without any
deceptive intention on the part of the person named as an
inventor in error or on the part of the person who through
error was not named as an inventor, the application may be
amended to name only the actual inventor or inventors.
When the application is involved in an interference, the
amendment must comply with the requirements of this sec-
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tion and must be accompanied by a motion under § 1.634.
Such amendment must be accompanied by:

(1) A petition including a statement from each
person being added as an inventor and from each person
being deleted as an inventor that the error in inventorship
occurred without deceptive intention on his or her part;

(2) An oath or declaration by the actual inventor
or inventors as required by § 1.63 or as permitted by
8§§1.42,1.43 or 1.47,

(3) Thefeesetforthin §1.17(i); and

(4) If an assignment has been executed by any of
the original named inventors, the written consent of the
assignee (see § 3.73(b)).

(b)  If the correct inventors are named in a nonprovi-
sional application, other than a reissue application, and the
prosecution of the application results in the amendment or
cancellation of claims so that fewer than all of the currently
named inventors are the actual inventors of the invention
being claimed in the application, an amendment must be
filed deleting the name or names of the person or persons
who are not inventors of the invention being claimed.
When the application is involved in an interference, the
amendment must comply with the requirements of this sec-
tion and must be accompanied by a motion under § 1.634.
Such amendment must be accompanied by:

(1) A petition including a statement identifying
each named inventor who is being deleted and acknowledg-
ing that the inventor'sinvention is no longer being claimed
in the application; and

(2) Thefeesetforthin § 1.17(i).

(c) If anonprovisional application, other than areis-
sue application, discloses unclaimed subject matter by an
inventor or inventors not named in the application, the
application may be amended to add claims to the subject
matter and name the correct inventors for the application.
When the application is involved in an interference, the
amendment must comply with the requirements of this sec-
tion and must be accompanied by a motion under § 1.634.
Such amendment must be accompanied by:

(1) A petition including a statement from each
person being added as an inventor that the amendment is
necessitated by amendment of the claims and that the
inventorship error occurred without deceptive intention on
hisor her part;

(2) An oath or declaration by the actual inventor
or inventors as required by § 1.63 or as permitted by
8§1.42,1.43 or 1.47,

(3) Thefeesetforthin §1.17(i); and

(4) If an assignment has been executed by any of
the original named inventors, the written consent of the
assignee (see § 3.73(b)).
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(d) If the name or names of an inventor or inventors
were omitted in a provisional application through error
without any deceptive intention on the part of the omitted
inventor or inventors, the provisional application may be
amended to add the name or names of the omitted inventor
or inventors. Such amendment must be accompanied by:

(1) A petition including a statement that the
inventorship error occurred without deceptive intention on
the part of the omitted inventor or inventors; and

(2) Thefeesetforthin §1.17(q).

(e) If aperson or personswere named as an inventor
or inventorsin aprovisional application through error with-
out any deceptive intention on the part of such person or
persons, an amendment may be filed in the provisional
application deleting the name or names of the person or
persons who were erroneously named. Such amendment
must be accompanied by:

(1) A petitionincluding a statement by the person
or persons whose name or names are being deleted that the
inventorship error occurred without deceptive intention on
the part of such person or persons;

(2) Thefeeset forthin § 1.17(q); and

(3) If an assignment has been executed by any of
the original named inventors, the written consent of the
assignee (see § 3.73(b)).

(f)(1) If the correct inventor or inventors are not
named on filing a nonprovisional application under
§ 1.53(b) without an executed oath or declaration under
§ 1.63, the later submission of an executed oath or declara-
tion under § 1.63 during the pendency of the application
will act to correct the earlier identification of inventorship.

(2) If the correct inventor or inventors are not
named on filing a provisional application without a cover
sheet under § 1.51(c)(1), the later submission of a cover
sheet under § 1.51(c)(1) during the pendency of the appli-
cation will act to correct the earlier identification of inven-
torship.

(g) The Office may require such other information
as may be deemed appropriate under the particular circum-
stances surrounding the correction of inventorship.

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983;
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
50 FR 9379, Mar. 7, 1985, effective May 8, 1985; para. (a),
57 FR 56446, Nov. 30, 1992, effective Jan. 4, 1993;
revised, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

§1.51
THE APPLICATION

§ 1.51  General requisites of an application.

(8 Applications for patents must be made to the
Commissioner of Patents and Trademarks.

(b) A complete application filed under §1.53(b)
comprises:

(1) A specification as prescribed by 35 U.S.C.
112, including a claim or claims, see 8§ 1.71to 1.77;

(2) Anoath or declaration, see § 1.63 and § 1.68;

(3) Drawings, when necessary, see §881.81 to
1.85; and

(4) The prescribed filing fee, see § 1.16.

(c) A complete provisional application filed under
§ 1.53(c) comprises:

(1) A cover sheet identifying:

(i)  The application as a provisional applica-
tion,

(i) The name or names of the inventor or
inventors, (see § 1.41(a)(2)),

(iii) Theresidence of each named inventor,

(iv) Thetitle of the invention,

(v)  The name and registration number of the
attorney or agent (if applicable),

(vi) The docket number used by the person fil-
ing the application to identify the application (if applica-
ble),

(vii) The correspondence address, and

(viii) The name of the U.S. Government agency
and Government contract number (if the invention was
made by an agency of the U.S. Government or under a con-
tract with an agency of the U.S. Government);

(2) A specification as prescribed by the first para-
graph of 35 U.S.C. 112, see § 1.71;

(3) Drawings, when necessary, see 881.81 to
1.85; and

(4) The prescribed filing fee, see § 1.16.

(d)  Applicants are encouraged to file an information
disclosure statement in nonprovisiona applications. See
§1.97 and §1.98. No information disclosure statement
may be filed in a provisional application.

[42 FR 5593, Jan. 28, 1977; paras. (a) and (c), 47 FR
41275, Sept. 17, 1982, effective Oct. 1, 1982; paras. (a) and
(b), 48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983;
para. (b), 57 FR 2021, Jan. 17, 1992, effective Mar. 16,
1992; paras. (a) & (b) revised, 60 FR 20195, Apr. 25, 1995,
effective June 8, 1995; revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997]
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§ 1.52

(8 The application, any amendments or corrections
thereto, and the oath or declaration must be in the English
language except as provided for in § 1.69 and paragraph (d)
of this section, or be accompanied by a trandation of the
application and a translation of any corrections or amend-
ments into the English language together with a statement
that the trandation is accurate. All papers which are to
become a part of the permanent records of the Patent and
Trademark Office must be legibly written either by a type-
writer or mechanical printer in permanent dark ink or its
equivalent in portrait orientation on flexible, strong,
smooth, non-shiny, durable, and white paper. All of the
application papers must be presented in a form having suf-
ficient clarity and contrast between the paper and the writ-
ing thereon to permit the direct reproduction of readily
legible copies in any number by use of photographic, elec-
trostatic,photo-offset, and microfilming processes and elec-
tronic reproduction by use of digital imaging and optical
character recognition. If the papers are not of the required
quality, substitute typewritten or mechanicaly printed
papers of suitable quality will be required. See § 1.125 for
filing substitute typewritten or mechanically printed papers
constituting a substitute specification when required by the
Office.

(b) Except for drawings, the application papers
(specification, including claims, abstract, oath or declara-
tion, and papers as provided for in this part) and also papers
subsequently filed, must have each page plainly written on
only one side of a sheet of paper, with the claim or claims
commencing on a separate sheet and the abstract commenc-
ing on a separate sheet. See §§1.72(b) and 1.75(h).
The sheets of paper must be the same size and either
21.0cm. by 29.7cm. (DIN size A4) or 21.6cm. by
27.9cm. (8 1/2 by 11 inches). Each sheet must include a
top margin of at least 2.0 cm. (3/4 inch), aleft side margin
of at least 2.5 cm. (1inch), a right side margin of at least
2.0 cm. (3/4 inch), and a bottom margin of at least 2.0 cm.
(3/4 inch), and no holes shouldbe made in the sheets as sub-
mitted. The lines of the specification, and any amendments
to the specification, must be 1 1/2 or double spaced. The
pages of the specification including claims and abstract
must be numbered consecutively, starting with 1, the num-
bers being centrally located above or preferably, below, the
text. See § 1.84 for drawings.

(c)  Any interlineation, erasure, cancellation or other
alteration of the application papers filed should be made on
or before the signing of any accompanying oath or declara-
tion pursuant to § 1.63 referring to those application papers
and should be dated and initialed or signed by the applicant
on the same sheet of paper. Application papers containing
alterations made after the signing of an oath or declaration

L anguage, paper, writing, margins.
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referring to those application papers must be supported by a
supplemental oath or declaration under § 1.67(c). After the
signing of the oath or declaration referring to the applica
tion papers, amendments may only be made in the manner
provided by § 1.121.

(d) An application may be filed in a language other
than English. An English trandation of the non-English-
language application, a statement that the trandlation is
accurate, and the fee set forth in § 1.17(k) are required to be
filed with the application or within such time as may be set
by the Office.

[43 FR 20462, May 11, 1978; paras. (a) and (d), 47 FR
41275, Sept. 17, 1982, effective Oct. 1, 1982; para. (c),
48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983; para.
(d), 49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984; para.
(c), 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992;
paras. (a) and (b) amended, 61 FR 42790, Aug. 19, 1996,
effective Sept. 23, 1996; paras. (a), () & (d) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.53  Application number, filing date, and comple-
tion of application.

(& Application number. Any papers received in the
Patent and Trademark Office which purport to be an appli-
cation for a patent will be assigned an application number
for identification purposes.

(b)  Application filing requirements - Nonprovisional
application. The filing date of an application for patent
filed under this section, except for a provisional application
under paragraph (c) of this section or a continued prosecu-
tion application under paragraph (d) of this section, is the
date on which a specification as prescribed by 35 U.S.C.
112containing a description pursuant to 8 1.71 and at least
one claim pursuant to § 1.75, and any drawing required by
§ 1.81(a) arefiled in the Patent and Trademark Office. No
new matter may be introduced into an application after its
filing date. A continuing application, which may be a con-
tinuation, divisional, or continuation-in-part application,
may be filed under the conditions specified in 35 U.S.C.
120, 121 or 365(c) and § 1.78(a).

(1) A continuation or divisiona application that
names as inventors the same or fewer than all of the inven-
tors named in the prior application may be filed under this
paragraph or paragraph (d) of this section.

(2) A continuation-in-part application (which
may disclose and claim subject matter not disclosed in the
prior application) or a continuation or divisiona applica
tion naming an inventor not named in the prior application
must be filed under this paragraph.

(c) Application filing requirements - Provisional
application. The filing date of a provisional application is
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the date on which a specification as prescribed by the first
paragraph of 35 U.S.C. 112, and any drawing required by
§ 1.81(a) are filed in the Patent and Trademark Office. No
amendment, other than to make the provisional application
comply with the patent statute and al applicable regula-
tions, may be made to the provisional application after the
filing date of the provisional application.

(1) A provisional application must also include
the cover sheet required by § 1.51(c)(1) or a cover letter
identifying the application as a provisional application.
Otherwise, the application will be treated as an application
filed under paragraph (b) of this section.

(2) An application for patent filed under pare-
graph (b) of this section may be converted to a provisional
application and be accorded the original filing date of the
application filed under paragraph (b) of this section,

(i)  Provided that a petition requesting the con-
version, with the fee set forth in 8§ 1.17(q), isfiled prior to
the earliest of:

(A) Abandonment of the application filed
under paragraph (b) of this section;

(B) Payment of the issue fee on the applica-
tion filed under paragraph (b) of this section;

(C) Expiration of twelve months after the
filing date of the application filed under paragraph (b) of
this section; or

(D) The filing of a request for a statutory
invention registration under § 1.293 in the application filed
under paragraph (b) of this section.

(i)  Thegrant of any such petition will not enti-
tle applicant to a refund of the fees which were properly
paid in the application filed under paragraph (b) of this sec-
tion.

(3) A provisional application is not entitled to the
right of priority under 35 U.S.C. 119 or 365(a) or § 1.55, or
to the benefit of an earlier filing date under 35 U.S.C. 120,
121 or 365(c) or § 1.78 of any other application. No claim
for priority under § 1.78(a)(3) may be made in a design
application based on a provisional application. No request
under § 1.293 for a statutory invention registration may be
filed in a provisional application. The requirements of
8§ 1.821 through 1.825 regarding application disclosures
containing nucleotide and/or amino acid sequences are not
mandatory for provisional applications.

(d) Application filing requirements - Continued
prosecution (nonprovisional) application.

(1) A continuation or divisional application (but
not a continuation-in-part) of a prior nonprovisional appli-
cation may be filed as a continued prosecution application
under this paragraph, provided that:

(i) The prior nonprovisional application is
either:
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(A) Complete as defined by § 1.51(b) ; or

(B) The nationa stage of an international
application in compliance with 35 U.S.C. 371; and

(i) The application under this paragraph is
filed before the earliest of:

(A) Payment of the issue fee on the prior
application, unless a petition under § 1.313(b)(5) is granted
in the prior application;

(B) Abandonment of the prior application;
or

(C) Termination of proceedings on the prior
application.

(2) The filing date of a continued prosecution
application is the date on which a request on a separate
paper for an application under this paragraph is filed. An
application filed under this paragraph:

(i)  Mustidentify the prior application;

(i) Discloses and claims only subject matter
disclosed in the prior application;

(i) Names as inventors the same inventors
named in the prior application on the date the application
under this paragraph was filed, except as provided in para-
graph (d)(4) of this section;

(iv) Includes the request for an application
under this paragraph, will utilize the file jacket and contents
of the prior application, including the specification, draw-
ings and oath or declaration from the prior application, to
congtitute the new application, and will be assigned the
application number of the prior application for identifica-
tion purposes; and

(v) Isarequest to expressly abandon the prior
application as of the filing date of the request for an appli-
cation under this paragraph.

(3) The filing fee for a continued prosecution
application filed under this paragraph is:

(i)  The basic filing fee as set forth in § 1.16;
and

(i)  Any additional § 1.16 fee due based on the
number of claims remaining in the application after entry of
any amendment accompanying the request for an applica-
tion under this paragraph and entry of any amendments
under §1.116 unentered in the prior application which
applicant has requested to be entered in the continued pros-
ecution application.

(4)  Anapplication filed under this paragraph may
be filed by fewer than all the inventors named in the prior
application, provided that the request for an application
under this paragraph when filed is accompanied by a state-
ment requesting deletion of the name or names of the per-
son or persons who are not inventors of the invention being
claimed in the new application. No person may be named
as an inventor in an application filed under this paragraph
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who was not named as an inventor in the prior application
on the date the application under this paragraph was filed,
except by way of a petition under § 1.48.

(5 Any new change must be made in the form of
an amendment to the prior application as it existed prior to
the filing of an application under this paragraph. No
amendment in an application under this paragraph (a con-
tinued prosecution application) may introduce new matter
or matter that would have been new matter in the prior
application. Any new specification filed with the request
for an application under this paragraph will not be consid-
ered part of the original application papers, but will be
treated as a substitute specification in accordance with
§1.125.

(6) Thefiling of acontinued prosecution applica-
tion under this paragraph will be construed to include a
waiver of confidentiality by the applicant under 35 U.S.C.
122to the extent that any member of the public, who is enti-
tled under the provisions of § 1.14 to access to, copies of,
or information concerning either the prior application or
any continuing application filed under the provisions of this
paragraph, may be given similar access to, copies of, or
similar information concerning the other application or
applicationsin the file jacket.

(7) A request for an application under this para-
graph is the specific reference required by 35 U.S.C. 120to
every application assigned the application number identi-
fied in such request. No amendment in an application under
this paragraph may delete this specific reference to any
prior application.

(8) In addition to identifying the application
number of the prior application, applicant should furnish in
the reguest for an application under this paragraph the fol-
lowing information relating to the prior application to the
best of hisor her ability:

(i) Titleof invention;
(i)  Name of applicant(s); and
(iii) Correspondence address.

(9 Envelopes containing only requests and fees
for filing an application under this paragraph should be
marked “Box CPA.” Requests for an application under this
paragraph filed by facsimile transmission should be clearly
marked “Box CPA.”

(e) Failureto meet filing date requirements.

(1) If an application deposited under paragraph
(b), (c), or (d) of this section does not meet the require-
ments of such paragraph to be entitled to a filing date,
applicant will be so notified, if a correspondence address
has been provided, and given atime period within which to
correct the filing error.

(2) Any request for review of a notification pur-
suant to paragraph (e)(1) of this section, or a notification
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that the origina application papers lack a portion of the
specification or drawing(s), must be by way of a petition
pursuant to this paragraph. Any petition under this para-
graph must be accompanied by the fee set forth in § 1.17(i)
in an application filed under paragraphs (b) or (d) of this
section, and the fee set forth in § 1.17(q) in an application
filed under paragraph (c) of this section. In the absence of a
timely (8 1.181(f)) petition pursuant to this paragraph, the
filing date of an application in which the applicant was
notified of afiling error pursuant to paragraph (e)(1) of this
section will be the date the filing error is corrected.

(3) If anapplicant is notified of afiling error pur-
suant to paragraph (€)(1) of this section, but fails to correct
the filing error within the given time period or otherwise
timely (8 1.181(f)) take action pursuant to this paragraph,
proceedings in the application will be considered termi-
nated. Where proceedings in an application are terminated
pursuant to this paragraph, the application may be disposed
of, and any filing fees, less the handling fee set forth in
§ 1.21(n), will be refunded.

(f)  Completion of application subsequent to filing -
Nonprovisional (including continued prosecution) applica-
tion. If an application which has been accorded afiling date
pursuant to paragraph (b) of this section, including a con-
tinuation, divisional, or continuation-in-part application,
does not include the appropriate filing fee or an oath or dec-
laration by the applicant pursuant to § 1.63 or § 1.175, or, if
an application which has been accorded afiling date pursu-
ant to paragraph (d) of this section does not include the
appropriate filing fee, applicant will be so notified, if a cor-
respondence address has been provided, and given a period
of time within which to file the fee, oath or declaration, and
the surcharge as set forth in § 1.16(e) in order to prevent
abandonment of the application. See § 1.63(d) concerning
the submission of acopy of the oath or declaration from the
priorapplication for a continuation or divisional applice-
tion. If the required filing fee is not timely paid, or if the
processing and retention fee set forthin § 1.21(1) isnot paid
within one year of the date of mailing of the notification
required by this paragraph, the application may be disposed
of. The notification pursuant to this paragraph may be made
simultaneously with any notification pursuant to paragraph
(e) of this section. If no correspondence address is included
in the application, applicant has two months from the filing
date to file the basic filing fee, the oath or declaration in an
application under paragraph (b) of this section, and the sur-
charge as set forth in § 1.16(e) in order to prevent abandon-
ment of the application; or, if no basic filing fee has been
paid, one year from the filing date to pay the processing
and retention fee set forth in § 1.21(1) to prevent disposal of
the application.
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(g) Completion of application subsequent to filing -
Provisional application. If a provisiona application which
has been accorded afiling date pursuant to paragraph (c) of
this section does not include the appropriate filing fee or
the cover sheet required by § 1.51(c)(1), applicant will be
so notified, if a correspondence address has been provided,
and given a period of time within which to file the fee,
cover sheet, and the surcharge as set forth in § 1.16(1) in
order to prevent abandonment of the application. If the
required filing fee is not timely paid, the application may
be disposed of. The notification pursuant to this paragraph
may be made simultaneously with any notification pursuant
to paragraph (e) of this section. If no correspondence
address is included in the application, applicant has two
months from the filing date to file the basic filing fee, cover
sheet, and the surchargeas set forth in 8 1.16(1) in order to
prevent abandonment of the application.

(h)  Subsequent treatment of application - Nonprovi-
sional (including continued prosecution) application. An
application for a patent filed under paragraphs (b) or (d) of
this section will not be placed on the files for examination
until al itsrequired parts, complying with the rules relating
thereto, are received, except that certain minor informali-
ties may be waived subject to subsequent correction when-
ever required.

(i)  Subsequent treatment of application - Provi-
sional application. A provisional application for a patent
filed under paragraph (c) of this section will not be placed
on the files for examination and will become abandoned no
later than twelve months after its filing date pursuant to
35U.S.C. 111(b)(D).

()  Filing date of international application. The fil-
ing date of an international application designating the
United States of America is treated as the filing date in the
United States of America under PCT Article 11(3), except
asprovided in 35 U.S.C. 102(e).

[48 FR 2709, Jan. 20, 1983, effective Feb. 27, 1983;
paras. (b) and (d), 49 FR 554, Jan. 4, 1984, effective Apr. 1,
1984; para. (c), 50 FR 31826, Aug. 6, 1985, effective Oct.
5, 1985; paras. (c) and (d), 53 FR 47808, Nov. 28, 1988,
effective Jan. 1, 1989; paras. (b) and (c), 54 FR 47518,
Nov. 15, 1989, effective Jan. 16, 1990; paras. (a)-(€)
revised, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; revised, 62 FR 53131, Oct. 10,1997, effective Dec.
1, 1997; para. (d) revised, 63 FR 5734, Feb. 4, 1998, effec-
tive Feb. 4, 1998, 63 FR 36184, July 2, 1998, effective July
2,1998]
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§ 1.54  Partsof application to be filed together; filing
receipt.

(8 Itisdesirablethat all parts of the complete appli-
cation be deposited in the Office together; otherwise, alet-
ter must accompany each part, accurately and clearly
connecting it with the other parts of the application.
See § 1.53(f) and (g) with regard to completion of an appli-
cation.

(b) Applicant will be informed of the application
number and filing date by afiling receipt, unless the appli-
cation isan application filed under § 1.53(d).

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983;
para. (b) amended, 61 FR 42790, Aug. 19, 1996, effective
Sept. 23, 1996; revised, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

§ 1.55 Claim for foreign priority.

(& An applicant in a nonprovisiona application
may claim the benefit of the filing date of one or more prior
foreign applications under the conditions specified in
35 U.S.C. 119(a) through (d) and 172. The claim to priority
need be in no special form and may be made by the attor-
ney or agent if the foreign application is referred to in the
oath or declaration as required by § 1.63. The claim for pri-
ority and the certified copy of the foreign application speci-
fied in 35 U.S.C. 119(b) must be filed in the case of an
interference (8 1.630), when necessary to overcome the
date of areference relied upon by the examiner, when spe-
cificaly required by the examiner, and in al other situa-
tions, before the patent is granted. If the claim for priority
or the certified copy of the foreign application is filed after
the date the issue fee is paid, it must be accompanied by a
petition requesting entry and bythe fee set forth in § 1.17(i).
If the certified copy is not in the English language, a trans-
lation need not be filed except in the case of interference; or
when necessary to overcome the date of a reference relied
upon by the examiner; or when specifically required by the
examiner, in which event an English language trandlation
must be filed together with a statement that the translation
of the certified copy is accurate.

(b) An applicant in a nonprovisiona application
may under certain circumstances claim priority on the basis
of one or more applications for an inventor's certificate in a
country granting both inventor's certificates and patents. To
claim the right of priority on the basis of an application for
an inventor's certificate in such a country under 35 U.S.C.
119(d), the applicant when submitting a claim for such
right as specified in paragraph (a) of this section, shall
include an affidavit or declaration. The affidavit or declara-
tion must include a specific statement that, upon an investi-
gation, he or she is satisfied that to the best of his or her
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knowledge, the applicant, when filing the application for
the inventor's certificate, had the option to file an applica-
tion for either a patent or an inventor's certificate as to the
subject matter of the identified claim or claims forming the
basisforthe claim of priority.

[para. (b), 48 FR 41275, Sept. 17, 1982, effective Oct.
11982; 48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983;
para. (b), 49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984;
para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; para. (a), 54 FR 6893, Feb. 15, 1989, effective Apr.
17, 1989; para. () revised, 54 FR 9432, March 7, 1989,
effective Apr. 17, 1989; para. (a), 54 FR 47518, Nov. 15,
1989, effective Jan. 16, 1990; para. (a) revised, 58 FR
54504, Oct. 22, 1993, effective Jan. 3, 1994; revised, 60 FR
20195, Apr.25, 1995, effective June 8, 1995; para. (a)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 1.56  Duty to disclose information material to pat-
entability.

(8 A patent by its very nature is affected with a
public interest. The public interest is best served, and the
most effective patent examination occurs when, at the time
an application is being examined, the Officeis aware of and
evaluates the teachings of all information materia to pat-
entability. Each individual associated with the filing and
prosecution of a patent application has a duty of candor and
good faith in dealing with the Office, which includes a duty
to disclose to the Office al information known to that indi-
vidua to be material to patentability as defined in this sec-
tion. The duty to disclose information exists with respect to
each pending claim until the claim is cancelled or with-
drawn from consideration, or the application becomes
abandoned. Information material to the patentability of a
clam that is cancelled or withdrawn from consideration
need not be submitted if the information is not material to
the patentabilityof any claim remaining under consider-
ation in the application. There is no duty to submit informa-
tion which is not material to the patentability of any
existing claim. The duty to disclose al information known
to be material to patentability is deemed to be satisfied if all
information known to be material to patentability of any
claim issued in a patent was cited by the Office or submit-
ted to the Office in the manner prescribed by 88 1.97(b)-(d)
and 1.98. However, no patent will be granted on an applica-
tion in connection with which fraud on the Office was prac-
ticed or attempted or the duty of disclosure was violated
through bad faith or intentional misconduct. The Office
encourages applicants to carefully examine:

(1)  Prior art cited in search reports of a foreign
patent office in acounterpart application, and
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(2) The closest information over which individu-
als associated with the filing or prosecution of a patent
application believe any pending claim patentably defines,
to make sure that any material information contained
therein is disclosed to the Office.

(b)  Under this section, information is material to
patentability when it is not cumulative to information
already of record or being made of record in the applica-
tion, and

(1) Itestablishes, by itself or in combination with
other information, a prima facie case of unpatentability of a
claim; or

(2) It refutes, or is inconsistent with, a position
the applicant takesin:

(i)  Opposing an argument of unpatentability
relied on by the Office, or
(i)  Asserting an argument of patentability.

A prima facie case of unpatentability is established when
the information compels a conclusion that a claim is unpat-
entable under the preponderance of evidence, burden-of-
proof standard, giving each term in the claim its broadest
reasonable construction consistent with the specification,
and before any consideration is given to evidence which
may be submitted in an attempt to establish a contrary con-
clusion of patentability.

(¢) Individualsassociated with the filing or prosecu-
tion of a patent application within the meaning of this sec-
tion are:

(1) Eachinventor named in the application;

(2) Eachattorney or agent who prepares or prose-
cutes the application; and

(3) Every other person who is substantively
involved in the preparation or prosecution of the applica-
tion and who is associated with the inventor, with the
assignee or with anyone to whom there is an obligation to
assign the application.

(d) Individuals other than the attorney, agent or
inventor may comply with this section by disclosing infor-
mation to the attorney, agent, or inventor.

[42 FR 5593, Jan. 28, 1977; paras. (d) & () - (i),
47 FR 21751, May 19, 1982, effective July 1, 1982; para.
(c), 48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983;
paras. (b) and (j), 49 FR 554, Jan. 4, 1984, effective Apr. 1,
1984; paras. (d) and (h), 50 FR 5171, Feb. 6, 1985, effec-
tive Mar. 8, 1985; para. (e), 53 FR 47808, Nov. 28, 1988,
effective Jan. 1, 1989; 57 FR 2021, Jan. 17, 1992, effective
Mar. 16, 1992]

§ 157 [Reserved]

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983]
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§ 1.58 Chemical and mathematical formulae and
tables.

(8 The specification, including the claims, may
contain chemical and mathematical formulas, but shall not
contain drawings or flow diagrams. The description portion
of the specification may contain tables; claims may contain
tables either if necessary to conform to 35 U.S.C. 112 or if
otherwise found to be desirable.

(b) [Reserved]

(c) Chemica and mathematical formulae and tables
must be presented in compliance with § 1.52(a) and (b),
except that chemical and mathematical formulae or tables
may be placed in a landscape orientation if they cannot be
presented satisfactorily in a portrait orientation. Typewrit-
ten characters used in such formulae and tables must be
chosen from a block (nonscript) type font or lettering style
having capital |etterswhich are at least 0.21 cm. (0.08 inch)
high (e.g., elite type). A space at least 0.64 cm. (1/4 inch)
high should be provided between complex formulae and
tables and the text. Tables should have the lines and col-
umns of data closely spaced to conserve space, consistent
with a high degree of legibility.

[43 FR 20463, May 11, 1978; para. (b) removed and
reserved, para. (c) amended, 61 FR 42790, Aug. 19, 1996,
effective Sept. 23, 1996]

§ 1.59 Expungement of information or copy of
papersin application file.

(&(1) Information in an application will not be
expunged and returned, except as provided in paragraph (b)
of this section. See § 1.618 for return of unauthorized and
improper papersin interferences.

(2) Information forming part of the original dis-
closure (i.e., written specification including the claims,
drawings, and any preliminary amendment specifically
incorporated into an executed oath or declaration under
8§ 1.63 and 1.175) will not be expunged from the applica-
tionfile.

(b) Information, other than what is excluded by
paragraph (a)(2) of this section, may be requested to be
expunged and returned to applicant upon petition under this
paragraph and payment of the petition fee set forth in
§1.17(i). Any petition to expunge and return information
from an application must establish to the satisfaction of the
Commissioner that the return of the information is appro-
priate.

(c) Upon request by an applicant and payment of
the fee specified in § 1.19(b), the Office will furnish copies
of an application, unless the application has been disposed
of (see § 1.53(e), (f) and (g)). The Office cannot provide or
certify copies of an application that has been disposed of.
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[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983;
49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984; 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR
23123, May 31, 1985, effective Feb. 11, 1985; revised, 60
FR 20195, Apr. 25, 1995, effective June 8, 1995; revised,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.60

[48 FR 2710, Jan. 20, 1983, effective Feb. 27, 1983;
49 FR 554, Jan. 4, 1984, effective Apr. 1, 1984; 50 FR
9379, Mar. 7, 1985, effective May 8, 1985; paras. (a), (b)
and (c), 54 FR 47519, Nov. 15, 1989, effective Jan. 16,
1990; paras. (b) and (c) revised, para. (d) added, 57 FR
56446, Nov. 30, 1992, effective Jan. 4, 1993; para. (b)
revised, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

[Reserved]

§ 1.61 [Reserved]

(Editor's note: Substance moved to § 1.494)
[52 FR 20046, May 28, 1987, effective July 1, 1987]

§ 1.62 [Reserved]

[47 FR 47244, Oct. 25, 1982, added effective Feb. 27,
1983; 48 FR 2710, Jan. 20, 1983, effective date Feb. 27,
1983; paras. (a) and (d), 49 FR 555, Jan. 4, 1984, effective
Apr. 1, 1984; paras. (a), (c), and (h), 50 FR 9380, Mar. 7,
1985, effective May 8, 1985; paras. (e) and (j), 54 FR
47519, Nov. 15, 1989, effective Jan. 16, 1990; paras. (a)
and (e) revised, 60 FR 20195, Apr. 25, 1995, effective June
8, 1995; para. (f) revised, 61 FR 42790, Aug. 19, 1996,
effective Sept. 23, 1996; removed and reserved, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

OATH OR DECLARATION

§ 1.63  Oath or declaration.
(& An oath or declaration filed under § 1.51(b)(2)
as apart of an application must:

(1) Be executed in accordance with either § 1.66
or § 1.68;

(2) ldentify the specification to which it is
directed;

(3) Identify each inventor by: full name, includ-
ing the family name, and at least one given name without
abbreviation together with any other given name or initial,
and the residence, post office address and country of citi-
zenship of each inventor; and
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(4 State whether the inventor is a sole or joint
inventor of the invention claimed.

(b)  Inaddition to meeting the requirements of para-
graph (), the oath or declaration must state that the person
making the oath or declaration:

(1) Hasreviewed and understands the contents of
the specification, including the claims, as amended by any
amendment specifically referred to in the oath or declara-
tion;

(2) Beélieves the named inventor or inventors to
be the origina and first inventor or inventors of the subject
matter which is claimed and for which a patent is sought;
and

(3) Acknowledges the duty to disclose to the
Officeall information known to the person to be material to
patentability as definedin § 1.56.

(c) Inaddition to meeting the requirements of para-
graphs (a) and (b) of this section, the oath or declaration in
any application in which a claim for foreign priority is
made pursuant to § 1.55 must identify the foreign applica-
tion for patent or inventor's certificate on which priority is
claimed and any foreign application having a filing date
before that of the application on which priority is claimed,
by specifying the application number, country, day, month,
and year of itsfiling.

(d)(1) A newly executed oath or declaration is not
required under § 1.51(b)(2) and § 1.53(f) in a continuation
or divisional application, provided that:

0] The prior nonprovisiona application con-
tained an oath or declaration as prescribed by paragraphs
(a) through (c) of this section;

(ii) The continuation or divisional application
was filed by all or by fewer than all of the inventors named
in the prior application;

(iii) The specification and drawings filed in the
continuation or divisional application contain no matter
that would have been new matter in the prior application;
and

(iv) A copy of the executed oath or declaration
filed in the prior application, showing the signature or an
indication thereon that it was signed, is submitted for the
continuation or divisional application.

(2) The copy of the executed oath or declaration
submitted under this paragraph for a continuation or divi-
sional application must be accompanied by a statement
requesting the deletion of the name or names of the person
or persons who are not inventors in the continuation or
divisional application.

(3) Where the executed oath or declaration of
which a copy is submitted for a continuation or divisional
application was origindly filed in a prior application
accorded status under § 1.47, the copy of the executed oath

Rev. 1, Feb. 2000

MANUAL OF PATENT EXAMINING PROCEDURE

or declaration for such prior application must be accompa-
nied by:

(i) A copy of the decision granting a petition
to accord § 1.47 status to the prior application, unless all
inventors or legal representatives have filed an oath or dec-
laration to join in an application accorded status under
§ 1.47 of which the continuation or divisional application
claims a benefit under 35 U.S.C. 120, 121, or 365(c); and

(i)  If one or more inventor(s) or legal repre-
sentative(s) who refused to join in the prior application or
could not be found or reached has subsequently joined in
the prior application or another application of which the
continuation or divisional application clams a benefit
under 35 U.S.C. 120, 121, or 365(c), a copy of the subse-
quently executed oath(s) or declaration(s) filed by the
inventor or legal representative to join in the application.

(4) Wherethe power of attorney (or authorization
of agent) or correspondence address was changed during
the prosecution of the prior application, the change in
power of attorney (or authorization of agent) or correspon-
dence address must be identified in the continuation or
divisional application. Otherwise, the Office may not rec-
ognize in the continuation or divisiona application the
change of power of attorney (or authorization of agent) or
correspondence address during the prosecution of the prior
application.

(5) A newly executed oath or declaration must be
filed in a continuation or divisional application naming an
inventor not named in the prior application.

(e) A newly executed oath or declaration must be
filed in any continuation-in-part application, which applica-
tion may name all, more, or fewer than all of the inventors
named in the prior application. The oath or declaration in
any continuation-in-part application must aso state that the
person making the oath or declaration acknowledges the
duty to disclose to the Office all information known to the
person to be materia to patentability as defined in § 1.56
which became available between the filing date of the prior
application and the nationa or PCT international filing date
of the continuation-in-part application.

[48 FR 2711, Jan. 20, 1983, added effective Feb. 27,
1983; 48 FR 4285, Jan. 31, 1983; paras. (b)(3) and (d), 57
FR 2021, Jan. 17, 1992, effective Mar. 16, 1992; para. (a)
revised, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; paras. (8) & (d) revised, para. (e) added, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.64  Person making oath or declaration.

(8 The oath or declaration must be made by all of
the actual inventors except as provided for in 88 1.42, 1.43,
or 1.47.
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(b) If the person making the oath or declaration is
not the inventor (8§ 1.42, 1.43, or 1.47), the oath or decla-
ration shall state the relationship of the person to the inven-
tor and, upon information and belief, the facts which the
inventor is required to state.

[48 FR 2711, Jan. 20, 1983, added effective Feb. 27,
1983]

§ 166 Officersauthorized to administer oaths.

(8 Theoath or affirmation may be made before any
person within the United States authorized by law to
administer oaths. An oath made in a foreign country may
be made before any diplomatic or consular officer of the
United States authorized to administer oaths, or before any
officer having an officia seal and authorized to administer
oaths in the foreign country in which the applicant may be,
whose authority shall be proved by a certificate of a diplo-
matic or consular officer of the United States, or by an
apostille of an official designated by a foreign country
which, by treaty or convention, accords like effect to apos-
tilles of designated officials in the United States. The oath
shall be attested in al cases in this and other countries, by
the proper official seal of the officer before whom the oath
or affirmation is made. Such oath or affirmation shall be
valid as to execution if it complies with the laws of the
State or countrywhere made. When the person before
whom the oath or affirmation is made in this country is not
provided with a seal, his official character shall be estab-
lished by competent evidence, as by a certificate from a
clerk of acourt of record or other proper officer having a
sedl.

(b) When the oath is taken before an officer in a
country foreign to the United States, any accompanying
application papers, except the drawings, must be attached
together with the oath and a ribbon passed one or more
times through all the sheets of the application, except the
drawings, and the ends of said ribbon brought together
under the seal before the latter is affixed and impressed, or
each sheet must be impressed with the official seal of the
officer before whom the oath is taken. If the papers as filed
are not properly ribboned or each sheet impressed with the
seal, the case will be accepted for examination, but before it
is alowed, duplicate papers, prepared in compliance with
the foregoing sentence, must be filed.

[47 FR 41275, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.67

(8 A supplementa oath or declaration meeting the
requirements of § 1.63 may be required to be filed to cor-

Supplemental oath or declaration.
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rect any deficiencies or inaccuracies present in an earlier
filed oath or declaration.

(b) A supplemental oath or declaration meeting the
requirements of 8 1.63 must be filed when a claim is pre-
sented for matter originally shown or described but not sub-
stantially embraced in the statement of invention or claims
originally presented or when an oath or declaration submit-
ted in accordance with § 1.53(f) after the filing of the spec-
ification and any required drawings specifically and
improperly refers to an amendment which includes new
matter. No new matter may be introduced into a nonprovi-
sional application after its filing date even if a supplemental
oath or declaration isfiled. In proper situations, the oath or
declaration here required may be made on information and
belief by an applicant other than the inventor.

(¢ A supplemental oath or declaration meeting the
requirements of § 1.63 must also be filed if the application
was altered after the oath or declaration was signed or if the
oath or declaration was signed:

(1) Inblank;

(2)  Without review thereof by the person making
the oath or declaration; or

(3) Without review of the specification, including
the claims, as required by 8 1.63(b)(1).

[48 FR 2711, Jan. 20, 1983, effective Feb. 27, 1983;
para. (c) added, 57 FR 2021, Jan. 17, 1992, effective Mar.
16, 1992; para. (b) revised, 60 FR 20195, Apr. 25, 1995,
effective June 8, 1995; para. (b) revised, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997]

§ 1.68 Declaration in lieu of oath.

Any document to be filed in the Patent and Trademark
Office and which isrequired by any law, rule, or other reg-
ulation to be under oath may be subscribed to by a written
declaration. Such declaration may be used in lieu of the
oath otherwise required, if, and only if, the declarant is on
the same document, warned that willful false statements
and the like are punishable by fine or imprisonment, or
both (18 U.S.C. 1001) and may jeopardize the vdidity of
the application or any patent issuing thereon. The declarant
must set forth in the body of the declaration that all state-
ments made of the declarant's own knowledge are true and
that all statements made on information and belief are
believed to be true.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.69 Foreign language oaths and declarations.

(& Whenever an individual making an oath or dec-
laration cannot understand English, the oath or declaration
must be in a language that such individual can understand
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and shall state that such individua understands the content
of any documents to which the oath or declaration relates.

(b)  Unless the text of any oath or declaration in a
language other than English is aform provided or approved
by the Patent and Trademark Office, it must be accompa-
nied by an English translation together with a statement
that the translation is accurate, except that in the case of an
oath or declaration filed under § 1.63, the translation may
be filed in the Office no later than two months from the
date applicant is notified to file the trandlation.

[42 FR 5594, Jan. 28, 1977; para. (b), 48 FR 2711, Jan.
20, 1983, effective Feb. 27, 1983; para. (b) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.70  [Reserved]
(Editor's note: Substance moved to § 1.497)
[52 FR 20046, May 28, 1987, effective July 1, 1987]

SPECIFICATION
§ 1.71  Detailed description and specification of the
invention.

(8 The specification must include awritten descrip-
tion of the invention or discovery and of the manner and
process of making and using the same, and isrequired to be
in such full, clear, concise, and exact terms asto enable any
person skilled in the art or science to which the invention or
discovery appertains, or with which it is most nearly con-
nected, to make and use the same.

(b) The specification must set forth the precise
invention for which a patent is solicited, in such manner as
to distinguish it from other inventions and from what is old.
It must describe completely a specific embodiment of the
process, machine, manufacture, composition of matter or
improvement invented, and must explain the mode of oper-
ation or principle whenever applicable. The best mode con-
templated by the inventor of carrying out his invention
must be set forth.

(c) Inthe case of an improvement, the specification
must particularly point out the part or parts of the process,
machine, manufacture, or composition of matter to which
the improvement relates, and the description should be con-
fined to the specific improvement and to such parts as nec-
essarily cooperate with it or as may be necessary to a
complete understanding or description of it.

(d) A copyright or mask work notice may be placed
in a design or utility patent application adjacent to copy-
right and mask work material contained therein. The notice
may appear at any appropriate portion of the patent applica-
tion disclosure. For notices in drawings, see § 1.84(s). The
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content of the notice must be limited to only those elements
provided for by law. For example, “©1983 John Doe” (17
U.S.C. 401) and “*M* John Doe” (17 U.S.C. 909) would
be properly limited and, under current statutes, legally suf-
ficient notices of copyright and mask work, respectively.
Inclusion of a copyright or mask work notice will be per-
mitted only if the authorization language set forth in para-
graph (e) of this section is included at the beginning
(preferably as the first paragraph) of the specification.
(e) Theauthorization shall read as follows:

A portion of the disclosure of this patent document
contains material which is subject to (copyright or mask
work) protection. The (copyright or mask work) owner
has no objection to the facsimile reproduction by any one
of the patent document or the patent disclosure, as it
appears in the Patent and Trademark Office patent file or
records, but otherwise reserves al (copyright or mask
work) rights whatsoever.

[paras. (d) and (€), 53 FR 47808, Nov. 28, 1988, effec-
tive Jan. 1, 1989; para. (d), 58 FR 38719, July 20, 1993,
effective Oct. 1, 1993]

§ 1.72  Titleand abstract.

(8 The title of the invention, which should be as
short and specific as possible, should appear as a heading
on the first page of the specification, if it does not other-
wise appear at the beginning of the application.

(b) A brief abstract of the technical disclosure in the
specification must commence on a separate sheet, prefera
bly following the claims, under the heading “Abstract of
the Disclosure.” The purpose of the abstract is to enable the
Patent and Trademark Office and the public generally to
determine quickly from a cursory inspection the nature and
gist of the technical disclosure. The abstract shall not be
used for interpreting the scope of the claims.

[31 FR 12922, Oct. 4, 1966; 43 FR 20464, May 11,
1978; para. (b) amended, 61 FR 42790, Aug. 19, 1996,
effective Sept. 23, 1996]

§ 1.73  Summary of theinvention.

A brief summary of the invention indicating its nature
and substance, which may include a statement of the object
of the invention, should precede the detailed description.
Such summary should, when set forth, be commensurate
with the invention as claimed and any object recited should
be that of the invention as claimed.

§ 1.74 Referencetodrawings.
When there are drawings, there shall be a brief descrip-
tion of the severa views of the drawings and the detailed
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description of the invention shal refer to the different
views by specifying the numbers of the figures and to the
different parts by use of reference letters or numeral's (pref-
erably the | atter).

§ 1.75 Claim(s).

(8 The specification must conclude with a claim
particularly pointing out and distinctly claiming the subject
matter which the applicant regards as his invention or dis-
covery.

(b) Morethan one claim may be presented provided
they differ substantially from each other and are not unduly
multiplied.

(c) One or more claims may be presented in depen-
dent form, referring back to and further limiting another
claim or claims in the same application. Any dependent
claim which refers to more than one other claim (“multiple
dependent claim”) shall refer to such other claims in the
alternative only. A multiple dependent claim shall not serve
as a basis for any other multiple dependent claim. For fee
calculation purposes under § 1.16, a multiple dependent
claim will be considered to be that number of claims to
which direct reference is made therein. For fee calculation
purposes, also, any claim depending from a multiple depen-
dent claim will be considered to be that number of claimsto
which direct reference is made in that multiple dependent
clam. In addition to the other filing fees, any original
application which is filed with, or is amended to include,
multiple dependent claims must have paid therein the fee
setforth in § 1.16(d). Claims in dependent form shall be
construed to include al the limitations of the claim incor-
porated by reference into the dependent claim. A multiple
dependent claim shall be construed to incorporate by refer-
ence al the limitations of each of the particular claims in
relation to which it is being considered.

(d)(1) The claim or claims must conform to the inven-
tion as set forth in the remainder of the specification and
the terms and phrases used in the claims must find clear
support or antecedent basis in the description so that the
meaning of the termsin the claims may be ascertainable by
reference to the description. (See § 1.58(a)).

(2) See881.141t0 1.146 asto claiming different
inventions in one application.

(e) Where the nature of the case admits, as in the
case of an improvement, any independent claim should
contain in the following order:

(1) A preamble comprising a general description
of al the elements or steps of the claimed combination
which are conventional or known,

(2) A phrase such as “wherein the improvement
comprises,” and
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(3) Those elements, steps, and/or relationships
which constitute that portion of the claimed combination
which the applicant considers as the new or improved por-
tion.

(f) If there are several claims, they shall be num-
bered consecutively in Arabic numerals.

(9) The least redtrictive claim should be presented
as clam number 1, and all dependent claims should be
grouped together with the claim or claims to which they
refer to the extent practicable.

(h)  The claim or claims must commence on a sepa-
rate sheet.

()  Where aclaim sets forth a plurality of elements
or steps, each element or step of the claim should be sepa-
rated by aline indentation.

[31 FR 12922, Oct. 4, 1966; 36 FR 12690, July 3,
1971; 37 FR 21995, Oct. 18, 1972; 43 FR 4015, Jan. 31,
1978; para. (c), 47 FR 41276, Sept. 17, 1982, effective Oct.
1, 1982; para. (g) amended, paras. (h) and (i) added, 61 FR
42790, Aug. 19, 1996, effective Sept 23, 1996]

§ 1.77  Arrangement of application elements.

(8 The elements of the application, if applicable,
should appear in the following order:

(1) Utility Application Transmittal Form.

(2) FeeTransmittal Form.

(3) Title of the invention; or an introductory por-
tion stating the name, citizenship, and residence of the
applicant, and the title of the invention.

(4) Cross-reference to related applications.

(5) Statement regarding federally sponsored
research or development.

(6) Reference to a “Microfiche appendix.” (See
§1.96 (c)). The total number of microfiche and total hum-
ber of frames should be specified.

(7)  Background of the invention.

(8) Brief summary of the invention.

(9) Brief description of the severa views of the
drawing.

(10) Detailed description of the invention.

(11) Claimor claims.

(12) Abstract of the Disclosure.

(13) Drawings.

(14) Executed oath or declaration.

(15) Sequence Listing (See 881.821 through
1.825).

(b) The elements set forth in paragraphs (a)(3)
through (a)(5), (8)(7) through (a)(12) and (a)(15) of this
section should appear in upper case, without underlining or
bold type, as section headings. If no text follows the section
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heading, the phrase “Not Applicable” should follow the
section heading.

[43 FR 20464, May 11, 1978; 46 FR 2612, Jan. 12,
1981; paras. (h) and (i), 48 FR 2712, Jan. 20, 1983, effec-
tive Feb. 27, 1983; revised, 61 FR 42790, Aug. 19, 1996,
effective Sept. 23, 1996]

§ 1.78 Claiming benefit of earlier filing date and

cross-referencesto other applications.

(8(1) A nonprovisional application may clam an
invention disclosed in one or more prior filed copending
nonprovisiona applications or copending internationa
applications designating the United States of America. In
order for a nonprovisional application to claim the benefit
of a prior filed copending nonprovisional application or
copending international application designating the United
States of America, each prior application must name as an
inventor at least one inventor named in the later filed non-
provisional application and disclose the named inventor's
invention claimed in at least one claim of the later filed
nonprovisional application in the manner provided by the
first paragraph of 35U.S.C. 112. In addition, each prior
application must be:

0] An international application entitled to a
filing date in accordance with PCT Article 11 and designat-
ing the United States of America; or

(i) Complete as set forth in § 1.51(b); or

(iii) Entitled to a filing date as set forth in
§1.53(b) or § 1.53(d) and include the basic filing fee set
forthin 8 1.16; or

(iv) Entitled to a filing date as set forth in
§1.53(b) and have paid therein the processing and reten-
tion fee set forth in § 1.21(1) within the time period set forth
in § 1.53(f).

(2) Except for a continued prosecution applica-
tion filed under § 1.53(d), any nonprovisional application
claiming the benefit of one or more prior filed copending
nonprovisional applications or international applications
designating the United States of America must contain or
be amended to contain in the first sentence of the specifica-
tion following the title areference to each such prior appli-
cation, identifying it by application number (consisting of
the series code and serial number) or international applica-
tion number and international filing date and indicating the
relationship of the applications. The request for a continued
prosecution application under § 1.53(d) is the specific ref-
erence required by 35 U.S.C. 120 to the prior application.
The identification of an application by application number
under this section is the specific reference required by
35 U.S.C. 120to every application assignedthat application
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number. Cross-references to other related applications may
be made when appropriate (see § 1.14(a)).

(3) A nonprovisiona application other than for a
design patent may claim an invention disclosed in one or
more prior filed copending provisional applications. Since
a provisional application can be pending for no more than
twelve months, the last day of pendency may occur on a
Saturday, Sunday, or Federa holiday within the District of
Columbia which for copendency would require the nonpro-
visional application to be filed on or prior to the Saturday,
Sunday, or Federa holiday. In order for a nonprovisional
application to claim the benefit of one or more prior filed
copending provisiona applications, each prior provisional
application must name as an inventor at least one inventor
named in the later filed nonprovisional application and dis-
close the named inventor'sinvention claimed in at least one
claim of the later filed nonprovisional application in the
manner provided by the first paragraph of 35 U.S.C. 112. In
addition,each prior provisiona application must be:

(i) Complete as set forth in § 1.51(c); or

(i) Entitled to a filing date as set forth in
§1.53(c) and include the basic filing fee set forth in
§ 1.16(k).

(4  Any nonprovisional application claiming the
benefit of one or more prior filed copending provisional
applications must contain or be amended to contain in the
first sentence of the specification following the title arefer-
ence to each such prior provisiona application, identifying
it asaprovisional application, and including the provisional
application number (consisting of series code and serial
number).

(b) Where two or more applications filed by the
same applicant contain conflicting claims, elimination of
such claims from al but one application may be required in
the absence of good and sufficient reason for their retention
during pendency in more than one application.

(c) Wherean application or a patent under reexami-
nation and at least one other application naming different
inventors are owned by the same party and contain conflict-
ing claims, and there is no statement of record indicating
that the claimed inventions were commonly owned or sub-
ject to an obligation of assignment to the same person at the
time the later invention was made, the assignee may be
caled upon to state whether the claimed inventions were
commonly owned or subject to an obligation of assignment
to the same person at the time the later invention was made,
and if not, indicate which named inventor is the prior
inventor.

[36 FR 7312, Apr. 17, 1971; 49 FR 555, Jan. 4, 1984;
paras. (a), (c) & (d), 50 FR 9380, Mar. 7, 1985, effective
May 8, 1985; 50 FR 11366, Mar. 21, 1985; para. (a) revised
58 FR 54504, Oct. 22, 1993, effective Jan. 3, 1994; paras.
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(a)(1) and (a)(2) revised and paras. (3)(3) and (a)(4) added,
60 FR 20195, Apr. 25, 1995, effective June 8, 1995; para.
(c) revised and para. (d) deleted, 61 FR 42790, Aug. 19,
1996, effective Sept. 23, 1996; para. (a) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.79  Reservation clauses not permitted.

A reservation for a future application of subject matter
disclosed but not claimed in a pending application will not
be permitted in the pending application, but an application
disclosing unclaimed subject matter may contain a refer-
ence to a later filed application of the same applicant or
owned by a common assignee disclosing and claiming that
subject matter.

THE DRAWINGS

§ 1.81 Drawingsrequired in patent application.

(8 Theapplicant for apatent isrequired to furnish a
drawing of his or her invention where necessary for the
understanding of the subject matter sought to be patented,;
this drawing, or a high quality copy thereof, must be filed
with the application. Since corrections are the responsibil-
ity of the applicant, the origina drawing(s) should be
retained by the applicant for any necessary future correc-
tion.

(b) Drawings may include illustrations which facili-
tate an understanding of the invention (for example, flow-
sheetsin cases of processes, and diagrammatic views).

(c) Whenever the nature of the subject matter
sought to be patented admits of illustration by a drawing
without its being necessary for the understanding of the
subject matter and the applicant has not furnished such a
drawing, the examiner will require its submission within a
time period of not |ess than two months from the date of the
sending of a notice thereof.

(d) Drawings submitted after the filing date of the
application may not be used to overcome any insufficiency
of the specification due to lack of an enabling disclosure or
otherwise inadequate disclosure therein, or to supplement
the original disclosure thereof for the purpose of interpreta
tion of the scope of any claim.

[43 FR 4015, Jan. 31, 1978; para. (a), 53 FR 47809,
Nov. 28, 1988, effective Jan. 1, 1989]

§ 1.83 Content of drawing.

(& The drawing in a nonprovisiona application
must show every feature of the invention specified in the
claims. However, conventional features disclosed in the
description and claims, where their detailed illustration is
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not essential for a proper understanding of the invention,
should beillustrated in the drawing in the form of a graphi-
cal drawing symbol or a labeled representation (eg., a
labeled rectangular box).

(b)  When the invention consists of an improvement
on an old machine the drawing must when possible exhibit,
in one or more views, the improved portion itself, discon-
nected from the old structure, and a'so in another view, so
much only of the old structure as will suffice to show the
connection of the invention therewith.

(c)  Wherethe drawingsin anonprovisional applica-
tion do not comply with the requirements of paragraphs (a)
and (b) of this section, the examiner shall require such addi-
tiona illustration within atime period of not less than two
months from the date of the sending of a notice thereof.
Such corrections are subject to the requirements of
§1.81(d).

[31 FR 12923, Oct. 4, 1966; 43 FR 4015, Jan. 31,
1978; paras. (a) and (c) revised, 60 FR 20195, Apr. 25,
1995, effective June 8, 1995]

§ 1.84 Sandardsfor drawings.
(8 Drawings. There are two acceptable categories
for presenting drawingsin utility patent applications:

(1) Blackink. Black and white drawings are nor-
mally required. India ink, or its equivalent that secures
solid black lines, must be used for drawings, or

(2) Color. On rare occasions, color drawings may
be necessary as the only practical medium by which to
disclose the subject matter sought to be patented in a utility
patent application or the subject matter of a statutory inven-
tion registration. The Patent and Trademark Office will
accept color drawingsin utility patent applications and stat-
utory invention registrations only after granting a petition
filed under this paragraph explaining why the color draw-
ings are necessary. Any such petition must include the fol-
lowing:

(i) Thefeesetforthin§1.17(i);

(i)  Three(3) setsof color drawings; and

(iii) The specification must contain the follow-
ing language as the first paragraph in that portion of the
specification relating to the brief description of the draw-
ing:

The file of this patent contains at least one drawing
executed in color. Copies of this patent with color draw-
ing(s) will be provided by the Patent and Trademark
Office upon request and payment of the necessary fee.

If the language is not in the specification, a proposed
amendment to insert the language must accompany the
petition.

(b)  Photographs.
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(1) Black and white. Photographs are not ordi-
narily permitted in utility patent applications. However, the
Office will accept photographs in utility patent applications
only after the granting of a petition filed under this para-
graph which requests that photographs be accepted. Any
such petition must include the following:

(i) Thefeesetforthin§1.17(i); and

(i) Three (3) sets of photographs. Photo
graphs must either be developed on double weight photo-
graphic paper or be permanently mounted on bristol board.
The photographs must be of sufficient quality so that all
details in the drawings are reproducible in the printed
patent.

(2) Color. Color photographs will be accepted in
utility patent applications if the conditions for accepting
color drawings have been satisfied. See paragraph (a)(2) of
this section.

(¢) Identification of drawings. Identifying indicia, if
provided, should include the application number or the title
of the invention, inventor's name, docket number (if any),
and the name and telephone number of a person to call if
the Office is unable to match the drawings to the proper
application. This information should be placed on the back
of each sheet of drawings a minimum distance of 1.5 cm.
(5/8 inch) down from the top of the page. In addition, aref-
erence to the application number, or, if an application num-
ber has not been assigned, the inventor's name, may be
included in the left-hand corner, provided that the reference
appears within 1.5 cm. (5/8 inch) from the top of the sheet.

(d)  Graphic formsin drawings. Chemica or mathe-
matical formulae, tables, and waveforms may be submitted
as drawings and are subject to the same regquirements as
drawings. Each chemica or mathematical formula must be
labeled as a separate figure, using brackets when necessary,
to show that information is properly integrated. Each group
of waveforms must be presented as a single figure, using a
common vertical axis with time extending aong the hori-
zontal axis. Each individual waveform discussed in the
specification must be identified with a separate | etter desig-
nation adjacent to the vertical axis.

()  Type of paper. Drawings submitted to the Office
must be made on paper which is flexible, strong, white,
smooth, non-shiny, and durable. All sheets must be free
from cracks, creases, and folds. Only one side of the sheet
shall be used for the drawing. Each sheet must be reason-
ably free from erasures and must be free from alterations,
overwritings, and interlineations. Photographs must either
be developed on double weight photographic paper or be
permanently mounted on bristol board. See paragraph (b)
of this section for other requirements for photographs.

(f)  Size of paper. All drawing sheets in an applica-
tion must be the same size. One of the shorter sides of the
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sheet is regarded as its top. The size of the sheets on which
drawings are made must be:

(1) 21.0cm. by 29.7 cm. (DIN size A4), or

(2) 21.6.cm. by 27.9 cm. (8 1/2 by 11 inches).

(9) Margins. The sheets must not contain frames
around the sight (i.e., the usable surface), but should have
scan target points (i.e., cross-hairs) printed on two cater-
corner margin corners. Each sheet must include a top mar-
gin of at least 2.5 cm. (1 inch), aleft side margin of at least
2.5cm. (1inch), aright side margin of at least 1.5 cm. (5/
8 inch), and a bottom margin of at least 1.0 cm. (3/8 inch),
thereby leaving a sight no greater than 17.0cm. by
26.2 cm. on 21.0 cm. by 29.7 cm. (DIN size A4) drawing
sheets, and a sight no greater than 17.6 cm. by 24.4 cm. (6
15/16 by 9 5/8 inches) on 21.6 cm. by 27.9 cm. (8 1/2 by
11 inch) drawing sheets.

(h)  Views. The drawing must contain as many views
as necessary to show the invention. The views may be plan,
elevation, section, or perspective views. Detail views of
portions of elements, on a larger scale if necessary, may
also be used. All views of the drawing must be grouped
together and arranged on the sheet(s) without wasting
space, preferably in an upright position, clearly separated
from one another, and must not be included in the sheets
containing the specifications, claims, or abstract. Views
must not be connected by projection lines and must not
contain center lines. Waveforms of electrical signals may
be connected by dashed lines to show the relative timing of
the waveforms.

(1) Exploded views. Exploded views, with the
separated parts embraced by abracket, to show the relation-
ship or order of assembly of various parts are permissible.
When an exploded view is shown in a figure which is on
the same sheet as another figure, the exploded view should
be placed in brackets.

(2) Partial views. When necessary, a view of a
large machine or device in its entirety may be broken into
partial views on a single sheet, or extended over several
sheets if there is no loss in facility of understanding the
view. Partial views drawn on separate sheets must always
be capable of being linked edge to edge so that no partial
view contains parts of another partial view. A smaller scale
view should be included showing the whole formed by the
partial views and indicating the positions of the parts
shown. When a portion of aview is enlarged for magnifica
tion purposes, the view and the enlarged view must each be
labeled as separate views.

(i)  Where views on two or more sheets form,
in effect, a single complete view, the views on the several
sheets must be so arranged that the complete figure can be
assembled without concealing any part of any of the views
appearing on the various sheets.
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(i) A very long view may be divided into sev-
era parts placed one above the other on a single sheet.
However, the relationship between the different parts must
be clear and unambiguous.

(3) Sectional views. The plane upon which a sec-
tional view is taken should be indicated on the view from
which the section is cut by a broken line. The ends of the
broken line should be designated by Arabic or Roman
numerals corresponding to the view number of the sec-
tional view, and should have arrows to indicate the direc-
tion of sight. Hatching must be used to indicate section
portions of an object, and must be made by regularly
spaced oblique paralel lines spaced sufficiently apart to
enable the lines to be distinguished without difficulty.
Hatching should not impede the clear reading of the refer-
ence characters and lead lines. If it is not possible to place
reference characters outside the hatched area, the hatching
may be broken off wherever reference characters are
inserted. Hatching must be at a substantial angle to the sur-
rounding axes or principal lines, preferably 45°. A cross
section must be set outand drawn to show all of the materi-
als asthey are shown in the view from which the cross sec-
tion was taken. The partsin cross section must show proper
material(s) by hatching with regularly spaced parallel
oblique strokes, the space between strokes being chosen on
the basis of the total area to be hatched. The various parts
of a cross section of the same item should be hatched in the
same manner and should accurately and graphically indi-
cate the nature of the material(s) that is illustrated in cross
section. The hatching of juxtaposed different elements must
be angled in a different way. In the case of large areas,
hatching may be confined to an edging drawn around the
entireinside of the outline of the area to be hatched. Differ-
ent types of hatching should have different conventional
meanings as regards the nature of a material seen in cross
section.

(4) Alternate position. A moved position may be
shown by a broken line superimposed upon a suitable view
if this can be done without crowding; otherwise, a separate
view must be used for this purpose.

(5) Maodified forms. Modified forms of construc-
tion must be shown in separate views.

(i)  Arrangement of views. One view must not be
placed upon another or within the outline of another. All
views on the same sheet should stand in the same direction
and, if possible, stand so that they can be read with the
sheet held in an upright position. If views wider than the
width of the sheet are necessary for the clearest illustration
of the invention, the sheet may be turned on its side so that
the top of the sheet, with the appropriate top margin to be
used as the heading space, is on the right-hand side. Words
must appear in a horizontal, |eft-to-right fashion when the
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page is either upright or turned so that the top becomes the
right side, except for graphs utilizing standard scientific
convention to denote the axis of abscissas (of X) and the
axis of ordinates (of Y).

() Mew for Official Gazette. One of the views
should be suitable for publication in the Official Gazette as
theillustration of the invention.

(k) Scale.

(1) Thescale to which adrawing is made must be
large enough to show the mechanism without crowding
when the drawing is reduced in size to two-thirds in repro-
duction. Views of portions of the mechanism on a larger
scale should be used when necessary to show details
clearly. Two or more sheets may be used if one does not
give sufficient room. The number of sheets should be kept
to aminimum.

(2) When approved by the examiner, the scale of
the drawing may be graphicaly represented. Indications
such as “actual size” or “scale 1/2” on the drawings, are not
permitted, since these lose their meaning with reproduction
in adifferent format.

(3) Elements of the same view must be in propor-
tion to each other, unless a difference in proportion isindis-
pensable for the clarity of the view. Instead of showing
elements in different proportion, a supplementary view
may be added giving a larger-scale illustration of the ele-
ment of theinitial view. The enlarged element shown in the
second view should be surrounded by a finely drawn or
“dot-dash” circle in the first view indicating its location
without obscuring the view.

()  Character of lines, numbers, and letters. All
drawings must be made by a process which will give them
satisfactory reproduction characteristics. Every line, num-
ber, and letter must be durable, clean, black (except for
color drawings), sufficiently dense and dark, and uniformly
thick and well-defined. The weight of all lines and letters
must be heavy enough to permit adequate reproduction.
This requirement appliesto all lines however fine, to shad-
ing, and to lines representing cut surfaces in sectiona
views. Lines and strokes of different thicknesses may be
used in the same drawing where different thicknesses have
a different meaning.

(m) Shading. The use of shading in views is encour-
aged if it aids in understanding the invention and if it does
not reduce legibility. Shading is used to indicate the surface
or shape of spherical, cylindrical, and conical elements of
an object. Flat parts may aso be lightly shaded. Such shad-
ing is preferred in the case of parts shown in perspective,
but not for cross sections. See paragraph (h)(3) of this sec-
tion. Spaced lines for shading are preferred. These lines
must be thin, as few in number as practicable, and they
must contrast with the rest of the drawings. As a substitute
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for shading, heavy lines on the shade side of objects can be
used except where they superimpose on each other or
obscure reference characters. Light should come from the
upper left corner at an angle of 45°. Surface delineations
should preferably be shown by proper shading. Solid black
shading areas are not permitted, except when used to repre-
sent bar graphs or color.

(n) Symbols. Graphical drawing symbols may be
used for conventional elements when appropriate. The ele-
ments for which such symbols and labeled representations
are used must be adequately identified in the specification.
Known devices should be illustrated by symbols which
have a universally recognized conventional meaning and
are generaly accepted in the art. Other symbols which are
not universally recognized may be used, subject to approval
by the Office, if they are not likely to be confused with
existing conventional symbols, and if they are readily iden-
tifiable.

(0) Legends. Suitable descriptive legends may be
used, or may be required by the Examiner, where necessary
for understanding of the drawing, subject to approval by the
Office. They should contain as few words as possible.

(p)  Numbers, letters, and reference characters.

(1) Reference characters (numerals are pre-
ferred), sheet numbers, and view numbers must be plain
and legible, and must not be used in association with brack-
ets or inverted commas, or enclosed within outlines, e.g.,
encircled. They must be oriented in the same direction as
the view so asto avoid having to rotate the sheet. Reference
characters should be arranged to follow the profile of the
object depicted.

(2) TheEnglish alphabet must be used for letters,
except where another alphabet is customarily used, such as
the Greek alphabet to indicate angles, wavelengths, and
mathematical formulas.

(3) Numbers, letters, and reference characters
must measure at least .32 cm. (1/8 inch) in height. They
should not be placed in the drawing so as to interfere with
its comprehension. Therefore, they should not cross or min-
gle with the lines. They should not be placed upon hatched
or shaded surfaces. When necessary, such as indicating a
surface or cross section, a reference character may be
underlined and a blank space may be left in the hatching or
shading where the character occurs so that it appears dis-
tinct.

(4 The same part of an invention appearing in
more than one view of the drawing must always be desig-
nated by the same reference character, and the same refer-
ence character must never be used to designate different
parts.

(5) Reference characters not mentioned in the
description shall not appear in the drawings. Reference
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characters mentioned in the description must appear in the
drawings.

(g) Lead lines. Lead lines are those lines between
the reference characters and the details referred to. Such
lines may be straight or curved and should be as short as
possible. They must originate in the immediate proximity
of the reference character and extend to the feature indi-
cated. Lead lines must not cross each other. Lead lines are
required for each reference character except for those
which indicate the surface or cross section on which they
are placed. Such a reference character must be underlined
to make it clear that alead line has not been left out by mis-
take. Lead lines must be executed in the same way as lines
in the drawing. See paragraph (1) of this section.

()  Arrows. Arrows may be used at the ends of lines,
provided that their meaning is clear, as follows:

(1) On alead line, a freestanding arrow to indi-
cate the entire section towards which it points;

(2) On alead line, an arrow touching a line to
indicate the surface shown by the line looking along the
direction of the arrow; or

(3) To show the direction of movement.

() Copyright or Mask Work Notice. A copyright or
mask work notice may appear in the drawing, but must be
placed within the sight of the drawing immediately below
the figure representing the copyright or mask work material
and be limited to letters having a print size of .32 cm. to .64
cm. (1/8 to 1/4 inches) high. The content of the notice must
be limited to only those elements provided for by law. For
example, “ ©1983 John Doe” (17 U.S.C. 401) and “*M*
John Doe” (17 U.S.C. 909) would be properly limited and,
under current statutes, legally sufficient notices of copy-
right and mask work, respectively. Inclusion of a copyright
or mask work notice will be permitted only if the authoriza-
tion language set forthin § 1.71(e) is included at the begin-
ning (preferably as the first paragraph) of the specification.

(t)  Numbering of sheets of drawings. The sheets of
drawings should be numbered in consecutive Arabic
numerals, starting with 1, within the sight as defined in
paragraph (g) of this section. These numbers, if present,
must be placed in the middle of the top of the sheet, but not
in the margin. The numbers can be placed on the right-hand
side if the drawing extends too close to the middle of the
top edge of the usable surface. The drawing sheet number-
ing must be clear and larger than the numbers used as refer-
ence characters to avoid confusion. The number of each
sheet should be shown by two Arabic numerals placed on
either side of an oblique line, with the first being the sheet
number and the second being the total number of sheets of
drawings, with no other marking.
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(u)  Numbering of views.

(1) Thedifferent views must be numbered in con-
secutive Arabic numerals, starting with 1, independent of
the numbering of the sheets and, if possible, in the order in
which they appear on the drawing sheet(s). Partial views
intended to form one complete view, on one or several
sheets, must be identified by the same number followed by
a capital letter. View numbers must be preceded by the
abbreviation “FIG.” Where only asingle view isused in an
application to illustrate the claimed invention, it must not
be numbered and the abbreviation “FIG.” must not appear.

(2) Numbers and letters identifying the views
must be simple and clear and must not be used in associa-
tion with brackets, circles, or inverted commas. The view
numbers must be larger than the numbers used for refer-
ence characters.

(v)  Security markings. Authorized security mark-
ings may be placed on the drawings provided they are out-
side the sight, preferably centered in the top margin.

(w) Corrections. Any corrections on drawings sub-
mitted to the Office must be durable and permanent.

(x) Holes. No holes should be made by applicant in
the drawing sheets.

(See § 1.152 for design drawings, §1.165 for plant
drawings, and § 1.174 for reissue drawings.)

[24 FR 10332, Dec. 22, 1959; 31 FR 12923, Oct. 4,
1966; 36 FR 9775, May 28, 1971; 43 FR 20464, May 11,
1978; 45 FR 73657, Nov. 6,1980; paras. (a), (b), (i), (j), and
() amended, paras. (n), (0), and (p) added, 53 FR 47809,
Nov. 28, 1988, effective Jan. 1, 1989; revised, 58 FR
38719, July 20, 1993, effective Oct. 1, 1993; paras. (¢), (f),
(9), and (x) revised, 61 FR 42790, Aug. 19, 1996, effective
Sept. 23, 1996; paras. (a)(2)(i), (b), (c) & (g) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.85 Correctionsto drawings.

(& Therequirements of § 1.84 relating to drawings
will be gtrictly enforced. A drawing not executed in confor-
mity thereto, if suitable for reproduction, may be admitted
for examination but in such case a new drawing must be
furnished.

(b) The Patent and Trademark Office will not
release drawings in applications having a filing date after
January 1, 1989, or any drawings from any applications
after January 1, 1991, for purposes of correction. If correc-
tions are necessary, new corrected drawings must be sub-
mitted within the time set by the Office.

(c)  When corrected drawings are required to be sub-
mitted at the time of allowance, the applicant is required to
submit acceptable drawings within three months from the
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mailing of the “Notice of Allowability.” Within that three-
month period, two weeks should be alowed for review of
the drawings by the Drafting Branch. If the Office finds
that correction is necessary, the applicant must submit a
new corrected drawing to the Office within the origina
three-month period to avoid the necessity of obtaining an
extension of time and paying the extension fee. Therefore,
the applicant should file corrected drawings as soon as pos-
sible following the receipt of the Notice of Allowability.
The provisions with respect to obtaining an extension of
time relates only to the late filing of corrected drawings.
The time limit for payment of the issue fee is afixed three-
month period which cannot be extended as set forth in 35
U.S.C. 151

[47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982;
53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989]

§ 1.88

[Deleted, 58 FR 38719, July 20, 1993, effective Oct. 1,
1993]

[Reserved]

MODELS, EXHIBITS, SPECIMENS
§ 1.91 Models or exhibits not generally admitted as
part of application or patent.

(& A mode or exhibit will not be admitted as part
of the record of an application unlessiit:

(1) Substantialy conforms to the requirements of
§1.520r § 1.84;
(2) Isspecificaly required by the Office; or
(3) Is filed with a petition under this section
including:
(i)  The petition fee as set forth in 8§ 1.17(i);
and
(i)  An explanation of why entry of the model
or exhibit in the file record is necessary to demonstrate pat-
entability.

(b)  Notwithstanding the provisions of paragraph (a)
of this section, a model, working model, or other physical
exhibit may be required by the Office if deemed necessary
for any purpose in examination of the application.

[Revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

§ 1.92 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

Rev. 1, Feb. 2000



§1.93

§ 1.93  Specimens.

When the invention relates to a composition of matter,
the applicant may be required to furnish specimens of the
composition, or of its ingredients or intermediates, for the
purpose of inspection or experiment.

§ 1.94  Return of models, exhibits or specimens.

Models, exhibits, or specimens in applications which
have become abandoned, and also in other applications on
conclusion of the prosecution, may be returned to the appli-
cant upon demand and at his expense, unless it is deemed
necessary that they be preserved in the Office. Such physi-
cal exhibits in contested cases may be returned to the par-
ties a their expense. If not claimed within a reasonable
time, they may be disposed of at the discretion of the Com-
missioner.

§ 1.95 Copiesof exhibits.

Copies of models or other physical exhibitswill not ordi-
narily be furnished by the Office, and any model or exhibit
in an application or patent shal not be taken from the
Office except in the custody of an employee of the Office
specially authorized by the Commissioner.

§ 1.96 Submission of computer program listings.

(8 General. Descriptions of the operation and gen-
eral content of computer program listings should appear in
the description portion of the specification. A computer
program listing for the purpose of this section is defined as
aprintout that lists in appropriate sequence the instructions,
routines, and other contents of a program for a computer.
The program listing may be either in machine or machine-
independent (object or source) language which will cause a
computer to perform a desired procedure or task such as
solve a problem, regulate the flow of work in a computer,
or control or monitor events. Computer program listings
may be submitted in patent applications as set forth in para-
graphs (b) and (c) of this section.

(b) Material which will be printed in the patent. If
the computer program listing is contained on ten printout
pages or less, it must be submitted either as drawings or as
part of the specification.

(1) Drawings. If the listing is submitted as draw-
ings, it must be submitted in the manner and complying
with the requirements for drawings as provided in § 1.84.
At least one figure numeral is required on each sheet of
drawing.

(2) Specification. (i) If the listing is submitted as
part of the specification, it must be submitted in accordance
with the provisions of 8 1.52, at the end of the description
but before the claims.
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(i)  Any listing submitted as part of the specifi-
cation must be direct printouts (i.e., not copies) from the
computer's printer with dark solid black letters not less than
0.21 cm. high, on white, unshaded and unlined paper, and
the sheets should be submitted in a protective cover. Any
amendment must be made by way of submission of substi-
tute sheets.

() As an appendix which will not be printed. If
acomputer program listing printout is eleven or more
pages long, applicants must submit such listing in the
form of microfiche, referred to in the specification (see
§ 1.77(a)(6)). Such microfiche filed with a patent applica-
tion is to be referred to as a “microfiche appendix.” The
“microfiche appendix” will not be part of the printed
patent. Reference in the application to the “microfiche
appendix” must be made at the beginning of the specifica-
tion at the location indicated in § 1.77(8)(6). Any amend-
ments thereto must be made by way of revised microfiche.

(1) Availability of appendix. Such computer pro-
gram listings on microfiche will be available to the public
for inspection, and microfiche copies thereof will be avail-
able for purchase with the file wrapper and contents, after a
patent based on such application is granted or the applica-
tion is otherwise made publicly available.

(2) Submission requirements. Except as modified
or clarified in this paragraph (c)(2), computer-generated
information submitted as a “microfiche appendix” to an
application shall be in accordance with the standards set
forth in 36 CFR Part 1230 (Micrographics).

(i)  Film submitted shall be a first generation
(camera film) negative appearing microfiche (with

emulsion on the back side of the film when viewed with
the images right-reading).

(i) Reduction ratio of microfiche submitted
should be 24:1 or a similar ratio where variation from said
ratio isrequired in order to fit the documents into the image
area of the microfiche format used.

(iii) At least the left-most third (50 mm. x 12
mm.) of the header or title area of each microfiche submit-
ted shall be clear or positive appearing so that the Patent
and Trademark Office can apply an application number and
filing date thereto in an eye-readable form. The middle por-
tion of the header shall be used by applicant to apply an
eye-readable application identification such asthe title and/
or the first inventor's name. The attorney's docket number
may be included. The final right-hand portion of the micro-
fiche shall contain sequence in formation for the micro-
fiche, such as1 of 4, 2 of 4, etc.

(iv) Additional requirements which apply spe-
cifically to microfiche of filmed paper copy:

(A) The first frame of each microfiche sub-
mitted shall contain atest target.
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(B) The second frame of each microfiche
submitted must contain a fully descriptive title and the
inventor's name as filed.

(C) The pages or lines appearing on the
microfiche frames should be consecutively numbered.

(D) Pagination of the microfiche frames
shall be from left to right and from top to bottom.

(E) Atareduction of 24:1, resolution of the
origina microfilm shall be at least 120 lines per mm. (5.0
target).

(F)  Anindex, when included, should appear
in the last frame (lower-right hand corner when data is
right-reading) of each microfiche.

(v)  Microfiche generated by Computer Output
Microfilm.

(A) The first frame of each microfiche sub-
mitted should contain aresolution test frame.

(B) The second frame of each microfiche
submitted must contain a fully descriptive title and the
inventor's name as filed.

(C) The pages or lines appearing on the
microfiche frames should be consecutively numbered.

(D) It is preferred that pagination of the
microfiche frames be from left to right and top to bottom
but the alternative, i.e., from top to bottom and from left to
right, is also acceptable.

(E) Anindex, when included, should appear
on the last frame (lower-right hand corner when data is
right reading) of each microfiche.

[46 FR 2612, Jan. 12, 1981; para. (b)(1), 54 FR 47519,
Nov. 15, 1989, effective Jan. 16, 1990; revised, 61 FR
42790, Aug. 19, 1996, effective Sept. 23, 1996]

INFORMATION DISCLOSURE STATEMENT

§ 1.97  Filing of information disclosure statement.

(@ In order for an applicant for a patent or for a
reissue of a patent to have an information disclosure state-
ment in compliance with § 1.98 considered by the Office
during the pendency of the application, it must satisfy para-
graph (b), (c), or (d) of this section.

(b) An information disclosure statement shall be
considered by the Officeif filed by the applicant:

(1) Within three months of the filing date of a
national application;

(2)  Within three months of the date of entry of
the national stage as set forth in § 1.491 in an international
application; or

(3) Beforethemailing date of afirst Office action
on the merits,

whichever event occurs last.
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() An information disclosure statement shall be
considered by the Office if filed by the applicant after the
period specified in paragraph (b) of this section, provided
that the information disclosure statement is filed before the
mailing date of either a fina action under 8 1.113, or a
notice of alowance under § 1.311, whichever occurs first,
and is accompanied by either:

(1) A statement as specified in paragraph (e) of
this section; or
(2) Thefeesetforthin§1.17(p).

(d An information disclosure statement shall be
considered by the Office if filed by the applicant after the
period specified in paragraph (c) of this section, provided
that the information disclosure statement is filed on or
before payment of the issue fee and is accompanied by:

(1) A statement as specified in paragraph (e) of
this section;

(2) A petition requesting consideration of the
information disclosure statement; and

(3) The petition fee set forth in § 1.17(i).

(e) A statement under this section must state either:

(1) That each item of information contained in
the information disclosure statement was cited in acommu-
nication from a foreign patent office in a counterpart for-
eign application not more than three months prior to the
filing of the information disclosure statement; or

(2) That no item of information contained in the
information disclosure statement was cited in a communi-
cation from a foreign patent office in a counterpart foreign
application, and, to the knowledge of the person signing the
statement after making reasonable inquiry, no item of infor-
mation contained in the information disclosure statement
was known to any individual designated in § 1.56(c) more
than three months prior to the filing of the information dis-
closure statement.

(f)  No extensions of time for filing an information
disclosure statement are permitted under § 1.136. If abona
fide attempt is made to comply with § 1.98, but part of the
required content is inadvertently omitted, additional time
may be given to enable full compliance.

(9) An information disclosure statement filed in
accordance with section shall not be construed as a repre-
sentation that a search has been made.

(h) The filing of an information disclosure state-
ment shall not be construed to be an admission that the
information cited in the statement is, or is considered to be,
material to patentability as defined in 8 1.56(b).

(i) Information disclosure statements, filed before
the grant of a patent, which do not comply with this section
and §1.98 will be placed in the file, but will not be consid-
ered by the Office.

Rev. 1, Feb. 2000



§1.98

[48 FR 2712, Jan. 20, 1983, effective date Feb. 27,
1983; 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992;
para. (d) revised, 60 FR 20195, Apr. 25, 1995, effective
June 8, 1995; paras. (a)- (d) revised, 61 FR 42790, Aug. 19,
1996, effective Sept. 23, 1996; paras. (c)-(e) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.98 Content of information disclosure statement.

(& Any information disclosure statement filed
under § 1.97 shall include:

(1) A list of al patents, publications, or other
information submitted for consideration by the Office;
(2) A legiblecopy of :
() EachU.S. and foreign patent;
(i) Each publication or that portion which
caused it to be listed; and
(iii)  All other information or that portion which
caused it to be listed, except that no copy of a U.S. patent
application need be included; and
(3) A concise explanation of the relevance, as it
is presently understood by the individual designated in
§1.56(c) most knowledgeable about the content of the
information, of each patent, publication, or other informa-
tion listed that is not in the English language. The concise
explanation may be either separate from the specification
or incorporated therein.

(b) Each U.S. patent listed in an information disclo-
sure statement shall be identified by patentee, patent num-
ber and issue date. Each foreign patent or published foreign
patent application shall be identified by the country or
patent office which issued the patent or published the appli-
cation, an appropriate document number, and the publica-
tion date indicated on the patent or published application.
Each publication shall be identified by author (if any), title,
relevant pages of the publication, date and place of publica-
tion.

(c)  When the disclosures of two or more patents or
publications listed in an information disclosure statement
are substantively cumulative, a copy of one of the patents
or publications may be submitted without copies of the
other patents or publications provided that a statement is
made that these other patents or publications are cumula-
tive. If a written English-language trandation of a non-
English language document, or portion thereof, is within
the possession, custody or control of, or isreadily available
to any individual designated in § 1.56(c), a copy of the
tranglation shall accompany the statement.

(d) A copy of any patent, publication or other infor-
mation listed in an information disclosure statement is not
required to be provided if it was previously cited by or sub-
mitted to the Office in a prior application, provided that the

Rev. 1, Feb. 2000

MANUAL OF PATENT EXAMINING PROCEDURE

prior application is properly identified in the statement and
relied upon for an earlier filing date under 35 U.S.C. 120.

[42 FR 5594, Jan. 28, 1977; para. (a) 48 FR 2712, Jan.
20, 1983, effective date Feb. 27, 1983; 57 FR 2021, Jan. 17,
1992, effective Mar. 16, 1992]

§ 1.99 [Reserved]

[48 FR 2712, Jan. 20, 1983; effective date Feb. 27,
1983; 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992]

EXAMINATION OF APPLICATIONS

§ 1101 [Reserved]

[29 FR 13470, Sept. 30, 1964; para. (a), 48 FR 2712,
Jan. 20, 1983, effective Feb. 27, 1983; para. (a), 50 FR
9381, Mar. 7, 1985, effective May 8, 1985; 52 FR 20046,
May 28, 1987, effective July 1, 1987; para. () revised,
60 FR 20195, Apr. 25, 1995, effective June 8, 1995;
removed and reserved, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

§ 1.102 Advancement of examination.

(8 Applicationswill not be advanced out of turn for
examination or for further action except as provided by this
part, or upon order of the Commissioner to expedite the
business of the Office, or upon filing of a request under
paragraph (b) of this section or upon filing a petition under
paragraphs (c) or (d) of this section with a showing which,
in the opinion of the Commissioner, will justify so advanc-
ingit.

(b)  Applications wherein the inventions are deemed
of peculiar importance to some branch of the public service
and the head of some department of the Government
requestsimmediate action for that reason, may be advanced
for examination.

(c) A petition to make an application special may be
filed without a fee if the basis for the petition is the appli-
cant's age or heath or that the invention will materially
enhance the quality of the environment or materialy con-
tribute to the development or conservation of energy
resources.

(d) A petition to make an application special on
grounds other than those referred to in paragraph (c) of this
section must be accompanied by the petition fee set forth in
§ 1.17(i).

[24 FR 10332, Dec. 22, 1959; paras. (a), (c), and (d),
47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982; para.
(d), 54 FR 6893, Feb. 15, 1989, effective Apr. 17, 1989;
para. (d) revised, 60 FR 20195, Apr. 25, 1995, effective
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June 8, 1995; para. (a) revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 1.103 Suspension of action.

(8 Suspension of action by the Office will be
granted for good and sufficient cause and for a reasonable
time specified upon petition by the applicant and, if such
cause is not the fault of the Office, the payment of the fee
set forth in 8 1.17(i). Action will not be suspended when a
reply by the applicant to an Office action is required.

(b) If action by the Office on an application is sus-
pended when not requested by the applicant, the applicant
shall be notified of the reasons therefor.

(c) Action by the examiner may be suspended by
order of the Commissioner in the case of applications
owned by the United States whenever publication of the
invention by the granting of a patent thereon might be detri-
mental to the public safety or defense, at the request of the
appropriate department or agency.

(d) Action on applications in which the Office has
accepted a request to publish a defensive publication will
be suspended for the entire pendency of these applications
except for purposes relating to patent interference proceed-
ings under Subpart E.

[24 FR 10332, Dec. 22, 11959; 33 FR 5624, Apr. 11,
1968; paras. (a) and (b), 47 FR 41276, Sept. 17, 1982,
effective Oct. 1, 1982; para. (d), 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985; para. (d), 50 FR 9381, Mar.
7, 1985, effective May 8, 1985; para. (), 54 FR 6893, Feb.
15, 1989, effective Apr. 17, 1989; para. (a) revised, 60 FR
20195, Apr. 25, 1995, effective June 8, 1995; para. (d)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 1.104 Nature of examination.
(8 Examiner's action.

(1) On taking up an application for examination
or a patent in a reexamination proceeding, the examiner
shall make a thorough study thereof and shall make a thor-
ough investigation of the available prior art relating to the
subject matter of the claimed invention. The examination
shall be complete with respect both to compliance of the
application or patent under reexamination with the applica-
ble statutes and rules and to the patentability of the inven-
tion as claimed, as well as with respect to matters of form,
unless otherwise indicated.

(2) The applicant, or in the case of a reexamina
tion proceeding, both the patent owner and the requester,
will be notified of the examiner's action. The reasons for
any adverse action or any objection or requirement will be
stated and such information or references will be given as
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may be useful in aiding the applicant, or in the case of a
reexamination proceeding the patent owner, to judge the
propriety of continuing the prosecution.

(3) An international-type search will be made in
all national applicationsfiled on and after June 1, 1978.

(4 Any national application may aso have an
international-type search report prepared thereon at the
time of the national examination on the merits, upon spe-
cific written request therefor and payment of the interna-
tiona-type search report fee set forth in § 1.21(e). The
Patent and Trademark Office does not require that a formal
report of an international-type search be prepared in order
to obtain a search fee refund in a later filed international
application.

(5) Copending applications will be considered by
the examiner to be owned by, or subject to an obligation of
assignment to, the same person if:

(i)  The application files refer to assignments
recorded in the Patent and Trademark Office in accordance
with Part 3 of this chapter which convey the entire rightsin
the applications to the same person or organization; or

(i) Copies of unrecorded assignments which
convey the entire rights in the applications to the same per-
son or organization are filed in each of the applications; or

(i) An affidavit or declaration by the common
owner isfiled which states that there is common ownership
and states facts which explain why the affiant or declarant
believes there is common ownership, which affidavit or
declaration may be signed by an official of the corporation
or organization empowered to act on behalf of the
corporation or organization when the common owner is a
corporation or other organization; or

(iv) Other evidence is submitted which estab-
lishes common ownership of the applications.

(b) Completeness of examiner's action. The exam-
iner's action will be complete as to all matters, except that
in appropriate circumstances, such as misjoinder of inven-
tion, fundamental defects in the application, and the like,
the action of the examiner may be limited to such matters
before further action is made. However, matters of form
need not be raised by the examiner until a claim is found
alowable.

(c) Rejection of claims.

(1) If the invention is not considered patentable,
or not considered patentable as claimed, the claims, or
those considered unpatentable will be rejected.

(2) Inrejecting claims for want of novelty or for
obviousness, the examiner must cite the best references at
his or her command. When a reference is complex or shows
or describes inventions other than that claimed by the appli-
cant, the particular part relied on must be designated as
nearly as practicable. The pertinence of each reference, if
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not apparent, must be clearly explained and each rejected
claim specified.

(3) In rejecting clams the examiner may rely
upon admissions by the applicant, or the patent owner in a
reexamination proceeding, as to any matter affecting pat-
entability and, insofar as rejections in applications are con-
cerned, may also rely upon facts within his or her
knowledge pursuant to paragraph (d)(2) of this section.

(4  Subject matter which is developed by another
person which qualifies as prior art only under 35 U.S.C.
102(f) or (g) may be used as prior art under 35 U.S.C. 103
against a claimed invention unless the entire rights to the
subject matter and the claimed invention were commonly
owned by the same person or organization or subject to an
obligation of assignment to the same person or organization
at the time the claimed invention was made.

(5) Theclamsinany origina application naming
an inventor will be rejected as being precluded by awaiver
in a published statutory invention registration naming that
inventor if the same subject matter is claimed in the appli-
cation and the statutory invention registration. The claims
in any reissue application naming an inventor will be
rejected as being precluded by awaiver in a published stat-
utory invention registration naming that inventor if thereis-
sue application seeks to claim subject matter:

(i)  Which was not covered by claimsissued in
the patent prior to the date of publication of the statutory
invention registration; and

(i)  Which was the same subject matter waived
in the statutory invention registration.

(d) Citation of references.

(1) If domestic patents are cited by the examiner,
their numbers and dates, and the names of the patentees
must be stated. If foreign published applications or patents
are cited, their nationality or country, numbers and dates,
and the names of the patentees must be stated, and such
other data must be furnished as may be necessary to enable
the applicant, or in the case of a reexamination proceeding,
the patent owner, to identify the published applications or
patents cited. In citing foreign published applications or
patents, in case only a part of the document isinvolved, the
particular pages and sheets containing the parts relied upon
must be identified. If printed publications are cited, the
author (if any), title, date, pages or plates, and place of pub-
lication, or place where a copy can be found, shall be given.

(2) Whenargectionin an application is based on
facts within the personal knowledge of an employee of the
Office, the data shall be as specific as possible, and the ref-
erence must be supported, when called for by the applicant,
by the affidavit of such employee, and such affidavit shall
be subject to contradiction or explanation by the affidavits
of the applicant and other persons.
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(e) Reasons for allowance. If the examiner believes
that the record of the prosecution as a whole does not make
clear his or her reasons for allowing a claim or claims, the
examiner may set forth such reasoning. The reasons shall
be incorporated into an Office action rejecting other claims
of the application or patent under reexamination or be the
subject of a separate communication to the applicant or
patent owner. The applicant or patent owner may file a
statement commenting on the reasons for allowance within
such time as may be specified by the examiner. Failure to
file such a statement does not give rise to any implication
that the applicant or patent owner agrees with or acquiesces
in the reasoning of the examiner.

[43 FR 20465, May 11, 1978; 46 FR 29182, May 29,
1981; para. (d), 47 FR 41276, Sept. 17, 1982, effective date
Oct. 1, 1982; para. (€), 50 FR 9381, Mar. 7, 1985, effective
May 8, 1985; para. (€), 57 FR 29642, July 6, 1992, effec-
tive Sept. 4, 1992; revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 1105 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec.1, 1997]

§ 1.106 [Reserved]

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26,
1969; para. (c) added, 47 FR 21752, May 19, 1982, effec-
tive July 1, 1982; paras. (d) and (e), 50 FR 9381, Mar. 7,
1985, effective May 8, 1985; removed and reserved, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1107 [Reserved]

[46 FR 29182, May 29, 1981; para. (a) revised, 61 FR
42790, Aug. 19, 1996, effective Sept. 23, 1996; removed
and reserved, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 1.108 [Reserved]

[50 FR 9381, Mar. 7, 1985, effective May 8, 1985;
removed and reserved, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

§ 1109 [Reserved]

[46 FR 29182, May 29, 1981; removed and reserved,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]
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§ 1.110 Inventorship and date of invention of the sub-
ject matter of individual claims.

When more than one inventor is named in an application
or patent, the Patent and Trademark Office, when necessary
for purposes of an Office proceeding, may reguire an appli-
cant, patentee, or owner to identify the inventive entity of
the subject matter of each claim in the application or patent.
Where appropriate, the invention dates of the subject matter
of each claim and the ownership of the subject matter on
the date of invention may be required of the applicant, pat-
entee or owner. See also §8 1.78(c) and 1.130.

[50 FR 9381, Mar. 7, 1985, effective date May 8, 1985;
revised, 61 FR 42790, Aug. 19, 1996, effective Sept. 23,
1996]

ACTION BY APPLICANT AND FURTHER
CONSIDERATION

§ 1111 Reply by applicant or patent owner.

(8 After the Office action, if adversein any respect,
the applicant or patent owner, if he or she persistsin his or
her application for a patent or reexamination proceeding,
must reply thereto and may request reconsideration or fur-
ther examination, with or without amendment.

(b) In order to be entitled to reconsideration or fur-
ther examination, the applicant or patent owner must reply
to the Office action. The reply by the applicant or patent
owner must be reduced to a writing which distinctly and
specifically points out the supposed errorsin the examiner's
action and must reply to every ground of objection and
rejection in the prior Office action. The reply must present
arguments pointing out the specific distinctions believed to
render the claims, including any newly presented claims,
patentable over any applied references. If the reply is with
respect to an application, arequest may be made that objec-
tions or requirements as to form not necessary to further
consideration of the claims be held in abeyance until allow-
able subject matter is indicated. The applicant's or patent
owner's reply must appear throughout to be a bona fide
attempt to advance the applicationor the reexamination pro-
ceeding to final action. A general allegation that the claims
define a patentable invention without specifically pointing
out how the language of the claims patentably distinguishes
them from the references does not comply with the require-
ments of this section.

() Inamending in response to arejection of claims
in an application or patent undergoing reexamination, the
applicant or patent owner must clearly point out the patent-
able novelty which he or she thinks the claims present in
view of the state of the art disclosed by the references cited
or the objections made. He or she must aso show how the
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amendments avoid such references or objections. (See
8§ 1.135 and 1.136 for time for reply.)

[46 FR 29182, May 29, 1981, para. (b) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.112 Reconsideration before final action.

After reply by applicant or patent owner (8 1.111) to a
non-final action, the application or patent under reexamina-
tion will be reconsidered and again examined. The appli-
cant or patent owner will be notified if claims are rejected,
or objections or requirements made, in the same manner as
after the first examination. Applicant or patent owner may
reply to such Office action in the same manner provided in
§1.111, with or without amendment, unless such Office
action indicatesthat it is made find (§ 1.113).

[46 FR 29182, May 29, 1981; revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.113 Final rejection or action.

(& Onthesecond or any subsequent examination or
consideration by the examiner the rejection or other action
may be made final, whereupon applicant's or patent owner's
reply is limited to appeal in the case of rejection of any
claim (§ 1.191), or to amendment as specified in § 1.116.
Petition may be taken to the Commissioner in the case of
objections or requirements not involved in the rejection of
any claim (81.181). Reply to a final rejection or action
must include cancellation of, or appeal from the rejection
of, each rejected claim. If any claim stands allowed, the
reply to a final rejection or action must comply with any
requirements or objections asto form.

(b) In making such fina rejection, the examiner
shall repeat or state all grounds of rejection then considered
applicable to the claims in the application, clearly stating
the reasons in support thereof.

[24 FR 10332, Dec. 22, 1959; 46 FR 29182, May 29,
1981; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1,1997]

AMENDMENTS

§ 1.115 [Reserved]

[46 FR 29183, May 29, 1981; removed and reserved,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.116 Amendmentsafter final action or appeal.
(8 After a final rejection or other fina action
(8 1.113), amendments may be made cancelling claims or
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complying with any requirement of form expressly set forth
in a previous Office action. Amendments presenting
rejected claims in better form for consideration on appeal
may be admitted. The admission of, or refusal to admit, any
amendment after final rgjection, and any related proceed-
ings, will not operate to relieve the application or patent
under reexamination from its condition as subject to appeal
or to save the application from abandonment under § 1.135.

(b)  If amendments touching the merits of the appli-
cation or patent under reexamination are presented after
final rejection, or after appeal has been taken, or when such
amendment might not otherwise be proper, they may be
admitted upon a showing of good and sufficient reasons
why they are necessary and were not earlier presented.

(c) Noamendment can be made as a matter of right
in appealed cases. After decision on appeal, amendments
can only be made as provided in § 1.198, or to carry into
effect arecommendation under § 1.196.

[24 FR 10332, Dec. 22, 1959; 46 FR 29183, May 29,
1981; para. (8) revised, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

§ 1.117 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 1.118 [Reserved]

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983;
removed and reserved, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

§ 1.119 [Reserved]

[32 FR 13583, Sept. 28, 1967; removed and reserved,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.121 Manner of making amendments.

(& Amendments in nonprovisional applications,
other than reissue applications: Amendments in nonprovi-
sional applications, excluding reissue applications, are
made by filing a paper, in compliance with § 1.52, directing
that specified amendments be made.

(1) Specification other than the claims. Except as
provided in § 1.125, amendments to add matter to, or delete
matter from, the specification, other than to the claims, may
only be made as follows:

(i) Instructions for insertions. The precise
point in the specification must be indicated where an inser-
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tion isto be made, and the matter to be inserted must be set
forth.

(i) Instructions for deletions: The precise
point in the specification must be indicated where a dele-
tion is to be made, and the matter to be deleted must be set
forth or otherwise indicated.

(iii) Matter deleted by amendment can be rein-
stated only by a subseguent amendment presenting the pre-
viously deleted matter as a new insertion.

(2) Claims. Amendments to the claims may only
be made as follows:

(i)  Instructions for insertions and deletions: A
claim may be amended by specifying only the exact matter
to be deleted or inserted by an amendment and the precise
point where the deletion or insertion is to be made, where
the changes are limited to:

(A) Deletionsand/or

(B) The addition of no more than five (5)
wordsin any one claim; or

(i) Clam cancellation or rewriting: A claim
may be amended by directions to cancel the clam or by
rewriting such claim with underlining below the matter
added and brackets around the matter deleted. The rewrit-
ing of aclaim in thisform will be construed as directing the
deletion of the previous version of that claim. If a previ-
ously rewritten claim is again rewritten, underlining and
bracketing will be applied relative to the previous version
of the clam, with the parenthetica expression “twice
amended,” “three times amended,” etc., following the
original claim number. The origind claim number fol-
lowed by that parenthetical expression must be used for the
rewritten claim. No interlineations or deletions of any prior
amendment may appear in the currently submitted version
of the claim. A claim canceled by amendment (not deleted
and rewritten) can be reinstated only by a subsequentam-
endment presenting the claim as a new claim with a new
claim number.

(3) Drawings.

(i) Amendments to the original application
drawings are not permitted. Any change to the application
drawings must be by way of a substitute sheet of drawings
for each sheet changed submitted in compliance with
§1.84.

(i)  Where a change to the drawings is desired,
a sketch in permanent ink showing proposed changes in
red, to become part of the record, must be filed for approval
by the examiner and should be in a separate paper.

(4) [Reserved]

(5) The disclosure must be amended, when
required by the Office, to correct inaccuracies of descrip-
tion and definition, and to secure substantial correspon-
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dence between the claims, the remainder of the
specification, and the drawings.

(6) No amendment may introduce new matter
into the disclosure of an application.

(b) Amendments in reissue applications: Amend-
ments in reissue applications are made by filing a paper, in
compliance with 8 1.52, directing that specified amend-
ments be made.

(1) Specification other than the claims. Amend-
ments to the specification, other than to the claims, may
only be made asfollows:

(i)  Amendments must be made by submission
of the entire text of a newly added or rewritten paragraph(s)
with markings pursuant to paragraph (b)(1)(iii) of this sec-
tion, except that an entire paragraph may be deleted by a
statement deleting the paragraph without presentation of
the text of the paragraph.

(i)  The precise point in the specification must
be indicated where the paragraph to be amended is located.

(ili) Underlining below the subject matter
added to the patent and brackets around the subject matter
deleted from the patent are to be used to mark the amend-
ments being made.

(2) Claims. Amendments to the claims may only
be made as follows:

(i)  (A) The amendment must be made relative
to the patent claims in accordance with paragraph (b)(6) of
this section and must include the entire text of each claim
which is being amended by the current amendment and of
each claim being added by the current amendment with
markings pursuant to paragraph (b)(2)(i)(C) of this section,
except that a patent claim or added claim should be can-
celled by a statement cancelling the patent claim or added
claim without presentation of the text of the patent claim or
added claim.

(B) Patent claims must not be renumbered
and the numbering of any claims added to the patent must
follow the number of the highest numbered patent claim.

(C) Underlining below the subject matter
added to the patent and brackets around the subject matter
deleted from the patent are to be used to mark the amend-
ments being made. If a claim is amended pursuant to para-
graph (b)(2)(i)(A) of this section, a parenthetical expression
“amended,” “twice amended,” etc., should follow the origi-
nal claim number.

(i) Each amendment submission must set
forth the status (i.e., pending or cancelled) as of the date of
the amendment, of all patent clams and of all added
claims.

(ili) Each amendment when originaly submit-
ted must be accompanied by an explanation of the support
in the disclosure of the patent for the amendment along
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with any additional comments on page(s) separate from the
page(s) containing the amendment.
(3) Drawings.

(i)  Amendments to the original patent draw-
ings are not permitted. Any change to the patent drawings
must be by way of a new sheet of drawings with the
amended figures identified as “amended” and with added
figures identified as “new” for each sheet changed submit-
ted in compliance with § 1.84.

(i)  Where a change to the drawingsis desired,
a sketch in permanent ink showing proposed changes in
red, to become part of the record, must be filed for approval
by the examiner and should be in a separate paper.

(49 The disclosure must be amended, when
required by the Office, to correct inaccuracies of descrip-
tion and definition, and to secure substantial correspon-
dence between the claims, the remainder of the
specification, and the drawings.

(5) No reissue patent shall be granted enlarging
the scope of the claims of the original patent unless applied
for within two years from the grant of the original patent,
pursuant to 35 U.S.C. 251. No amendment to the patent
may introduce new matter or be made in an expired patent.

(6) All amendments must be made relative to the
patent specification, including the claims, and drawings,
which is in effect as of the date of filing of the reissue
application.

()  Amendmentsin reexamination proceedings: Any
proposed amendment to the description and claims in pat-
ents involved in reexamination proceedings must be made
in accordance with § 1.530(d).

[32 FR 13583, Sept. 28, 1967; 46 FR 29183, May 29,
1981; para. (€), 49 FR 555, Jan. 4, 1984, effective Apr. 1,
1984; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1,1997]

§ 1.122 [Reserved]

[24 FR 10332, Dec. 22, 1959; para. (b), 49 FR 48416,
Dec. 12, 1984, effective Feb. 11, 1985; removed and
reserved, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 1.123 [Reserved]

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983;
49 FR 555, Jan. 4, 1984, effective Apr. 1, 1984; amended,
58 FR 38719, July 20, 1993, effective Oct. 1, 1993;
removed and reserved, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]
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§ 1.124 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 1.125 Substitute specification.

(& If the number or nature of the amendments or
the legibility of the application papers rendersit difficult to
consider the application, or to arrange the papers for print-
ing or copying, the Office may require the entire specifica-
tion, including the claims, or any part thereof, be rewritten.

(b) A substitute specification, excluding the claims,
may be filed at any point up to payment of the issue feeif it
is accompanied by:

(1) A statement that the substitute specification
includes no new matter; and

(2) A marked-up copy of the substitute specifica-
tion showing the matter being added to and the matter
being deleted from the specification of record.

(c) A substitute specification submitted under this
section must be submitted in clean form without markings
as to amended material.

(d) A substitute specification under this section is
not permitted in a reissue application or in a reexamination
proceeding.

[48 FR 2712, Jan. 20, 1983, effective Feb. 27, 1983;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 1.126 Numbering of claims.

The original numbering of the claims must be preserved
throughout the prosecution. When claims are canceled the
remaining claims must not be renumbered. When claims
are added, they must be numbered by the applicant consec-
utively beginning with the number next following the high-
est numbered claim previously presented (whether entered
or not). When the application is ready for allowance, the
examiner, if necessary, will renumber the claims consecu-
tively in the order in which they appear or in such order as
may have been requested by applicant.

[32 FR 13583, Sept. 28, 1967; revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]
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§ 1.127 Petition from refusal to admit amendment.

From the refusal of the primary examiner to admit an
amendment, in whole or in part, a petition will lie to the
Commissioner under § 1.181.

TRANSITIONAL PROVISIONS

§ 1.129 Transitional procedures for limited examina-
tion after final reection and restriction prac-

tice.

(& An applicant in an application, other than for
reissue or adesign patent, that has been pending for at least
two years as of June 8, 1995, taking into account any refer-
ence made in such application to any earlier filed applica-
tion under 35 U.S.C. 120, 121 and 365(c), is entitled to
have a first submission entered and considered on the mer-
its after final rejection under the following circumstances:
The Office will consider such asubmission, if the first sub-
mission and the fee set forth in § 1.17(r) are filed prior to
thefiling of an appeal brief and prior to abandonment of the
application. The finality of the final rejection is automati-
cally withdrawn upon the timely filing of the submission
and payment of the fee set forth in § 1.17(r). If a subsequent
fina rejection is made in the application, applicant is enti-
tled to have a second submission entered and considered on
the merits after the subsequent finalrejection under the fol-
lowing circumstances: The Office will consider such a
submis sion, if the second submission and a second fee set
forth in § 1.17(r) are filed prior to the filing of an appesal
brief and prior to abandonment of the application. The
finality of the subsequent find rejection is automatically
withdrawn upon the timely filing of the submission and
payment of the second fee set forth in § 1.17(r). Any sub-
mission filed after afinal rejection made in an application
subsequent to the fee set forth in § 1.17(r) having been
twice paid will be treated as set forth in § 1.116. A submis-
sion as used in this paragraph includes, but is not limited to,
an information disclosure statement, an amendment to the
written description, claims or drawings and a new substan-
tive argument or new evidence in support of patentability.

(b)(1) In an application, other than for reissue or a
design patent, that has been pending for at least three years
as of June 8, 1995, taking into account any reference made
in the application to any earlier filed application under 35
U.S.C. 120, 121 and 365(c), no requirement for restriction
or for the filing of divisiona applications shall be made or
maintained in the application after June 8, 1995, except
where:

0] The requirement was first made in the
application or any earlier filed application under 35 U.S.C.
120, 121 and 365(c) prior to April 8, 1995;
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(i) The examiner has not made a requirement
for restriction in the present or parent application prior to
April 8, 1995, due to actions by the applicant; or

(iii) The required fee for examination of each
additional invention was not paid.

(2) If the application contains more than one
independent and distinct invention and a requirement for
restriction or for the filing of divisional applications cannot
be made or maintained pursuant to this paragraph, applicant
will be so notified and given atime period to:

(i) Elect the invention or inventions to be
searched and examined, if no election has been made prior
to the notice, and pay the fee set forth in 1.17(s) for each
independent and distinct invention claimed in the applica-
tion in excess of one which applicant elects;

(i) Confirm an election made prior to the
notice and pay the fee set forth in § 1.17(s) for each inde-
pendent and distinct invention claimed in the application in
addition to the one invention which applicant previously
elected; or

(iii) File a petition under this section traversing
the reguirement. If the required petition isfiled in atimely
manner, the original time period for electing and paying the
fee set forth in § 1.17(s) will be deferred and any decision
on the petition affirming or modifying the requirement will
set anew time period to elect the invention or inventions to
be searched and examined and to pay the fee set forth in §
1.17(s) for each independent and distinct invention claimed
in the application in excess of one which applicant elects.

(3) The additional inventions for which the
required fee has not been paid will be withdrawn from con-
sideration under § 1.142(b). An applicant who desires
examination of an invention so withdrawn from consider-
ation can file adivisional application under 35 U.S.C. 121.

(c) Theprovisions of this section shall not be appli-
cable to any application filed after June 8, 1995.

[Added, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995]

AFFIDAVITS OVERCOMING REJECTIONS

§ 1.130 Affidavit or declaration to disqualify com-
monly owned patent asprior art.

(& When any claim of an application or a patent
under reexamination is rgjected under 35U.S.C. 103in
view of aU.S. patent which is not prior art under 35 U.S.C.
102(b), and the inventions defined by the clams in the
application or patent under reexamination and by the
claimsin the patent are not identical but are not patentably
distinct, and the inventions are owned by the same party,
the applicant or owner of the patent under reexamination
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may disqualify the patent as prior art. The patent can be
disqualified as prior art by submission of:

(1) A terminal disclaimer in accordance with
§1.321(c), and

(2) An oath or declaration stating that the appli-
cation or patent under reexamination and the patent are cur-
rently owned by the same party, and that the inventor
named in the application or patent under reexamination is
the prior inventor under 35 U.S.C. 104.

(b)  When an application or a patent under reexami-
nation claims an invention which is not patentably distinct
from an invention claimed in a commonly owned patent
with the same or a different inventive entity, a double pat-
enting rejection will be made in the application or a patent
under reexamination. A judicially created double patenting
rejection may be obviated by filing aterminal disclaimer in
accordance with § 1.321(c).

[Added, 61 FR 42790, Aug. 19, 1996, effective Sept.
23, 1996]

§ 1.131 Affidavit or declaration of prior invention to
overcome cited patent or publication.
(3)(1) When any claim of an application or a pat ent
under reexamination is rejected under 35 U.S.C. 102(a) or
(e), or 35 U.S.C. 103based on a U.S. patent to another or
others which is prior art under 35 U.S.C. 102(a) or () and
which substantially shows or describes but does not claim
the same patentable invention, as defined in § 1.601(n), or
on reference to a foreign patent or to a printed publication,
the inventor of the subject matter of the rejected claim, the
owner of the patent under reexamination, or the party
qualified under 88 1.42, 1.43, or 1.47, may submit an
appropriate oath or declaration to overcome the patent or
publication. The oath or declaration must include facts
showing a completion of the invention in this country or in
a NAFTA or WTO member country before the filing date
of the application on which the U.S. patent issued, or
before the date of the foreignpatent, or before the date of
the printed publication. When an appropriate oath or decla-
ration is made, the patent or publication cited shall not bar
the grant of a patent to the inventor or the confirmation of
the patentability of the claims of the patent, unless the date
of such patent or printed publication is more than one year
prior to the date on which the inventor's or patent owner's
application wasfiled in this country.
(2) A date of completion of the invention may not
be established under this section before December 8, 1993,
in aNAFTA country, or before January 1, 1996, in aWTO
member country other than a NAFTA country.
(b)  The showing of facts shall be such, in character
and weight, as to establish reduction to practice prior to the
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effective date of the reference, or conception of the inven-
tion prior to the effective date of the reference coupled with
due diligence from prior to said date to a subsequent reduc-
tion to practice or to the filing of the application. Original
exhibits of drawings or records, or photocopies thereof,
must accompany and form part of the affidavit or declara-
tion or their absence satisfactorily explained.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26,
1969; para. (), 48 FR 2713, Jan. 20, 1983, effective Feb.
27, 1983; para. (a), 50 FR 9381, Mar. 7, 1985, effective
May 8, 1985; 50 FR 11366, Mar. 21, 1985; 53 FR 23733,
June 23, 1988, effective Sept. 12, 1988; para. (a)(1) revised
and para. (3)(2) added, 60 FR 21043, May 1, 1995, effec-
tive May 31, 1995; para. (a) revised, 61 FR 42790, Aug. 19,
1996, effective Sept. 23, 1996]

§ 1.132 Affidavits or declarations traversing grounds
of rejection.

When any claim of an application or a patent under reex-
amination is rejected on reference to a U.S. patent which
substantially shows or describes but does not claim the
same patentable invention, as defined in 8 1.601(n), on ref-
erence to aforeign patent, on reference to a printed publica-
tion, or on reference to facts within the personal knowledge
of an employee of the Office, or when rejected upon a
mode or capability of operation attributed to areference, or
because the aleged invention is held to be inoperative,
lacking in utility, frivolous, or injurious to public health or
morals, affidavits or declarations traversing these refer-
ences or objections may be received.

[48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983;
revised, 61 FR 42790, Aug. 19, 1996, effective Sept. 23,
1996]

INTERVIEWS

§ 1.133 Interviews.

(& Interviews with examiners concerning applica-
tions and other matters pending before the Office must be
had in the examiners' rooms at such times, within office
hours, as the respective examiners may designate. Inter-
views will not be permitted at any other time or place with-
out the authority of the Commissioner. Interviews for the
discussion of the patentability of pending applications will
not be had before the first officia action thereon. Inter-
views should be arranged for in advance.

(b) In every instance where reconsideration is
requested in view of an interview with an examiner, acom-
plete written statement of the reasons presented at the inter-
view as warranting favorable action must be filed by the
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applicant. An interview does not remove the necessity for
reply to Office actions as specified in 88 1.111 and 1.135.

[Para. (b) revised, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

TIME FOR REPLY BY APPLICANT;
ABANDONMENT OF APPLICATION

§ 1.134 Timeperiod for reply to an Office action.

An Office action will notify the applicant of any non-
statutory or shortened statutory time period set for reply to
an Office action. Unless the applicant is notified in writing
that areply isrequired in less than six months, a maximum
period of six monthsisallowed.

[47 FR 41276, Sept. 17, 1982, effective Oct. 1, 1982;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 1.135 Abandonment for failureto reply within time
period.

(@ If an applicant of a patent application fails to
reply within the time period provided under § 1.134 and
§1.136, the application will become abandoned unless an
Office action indicates otherwise.

(b) Prosecution of an application to save it from
abandonment pursuant to paragraph (a) of this section must
include such complete and proper reply as the condition of
the application may require. The admission of, or refusal to
admit, any amendment after final rejection or any amend-
ment not responsive to the last action, or any related
proceedings, will not operate to save the application from
abandonment.

(c) When reply by the applicant is a bona fide
attempt to advance the application to final action, and is
substantially a complete reply to the non-final Office
action, but consideration of some matter or compliance
with some requirement has been inadvertently omitted,
applicant may be given a new time period for reply under
§1.134 to supply the omission.

[Paras. (a), (b), and (c), 47 FR 41276, Sept. 17, 1982,
effective Oct. 1, 1982; para. (d) deleted, 49 FR 555, Jan. 4,
1984, effective Apr. 1, 1984; revised, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997]

§ 1.136 Extensionsof time.

(8(1) If an applicant is required to reply within a non-
statutory or shortened statutory time period, applicant may
extend the time period for reply up to the earlier of the
expiration of any maximum period set by statute or five

R-56



PATENT RULES

months after the time period set for reply, if apetition for an
extension of time and the fee set in §1.17(a) are filed,
unless:

0) Applicant is notified otherwise in an Office
action;

(i) The reply is areply brief submitted pursu-
ant to § 1.193(b);

(iii) The reply is a request for an ora hearing
submitted pursuant to § 1.194(b);

(iv) The reply is to a decision by the Board of
Patent Appeals and Interferences pursuant to § 1.196,
§1.197 or § 1.304; or

(v) The application is involved in an interfer-
ence declared pursuant to § 1.611.

(2) The date on which the petition and the fee
have been filed is the date for purposes of determining the
period of extension and the corresponding amount of the
fee. The expiration of the time period is determined by the
amount of the fee paid. A reply must be filed prior to the
expiration of the period of extension to avoid abandonment
of the application (§ 1.135), but in no situation may an
applicant reply later than the maximum time period set by
statute, or be granted an extension of time under paragraph
(b) of this section when the provisions of this paragraph are
available. See § 1.136(b) for extensions of time relating to
proceedings pursuant to 88 1.193(b), 1.194, 1.196 or 1.197;
§1.304 for extension of time to appeal to the U.S. Court of
Appeals for the Federal Circuit or to commence a civil
action; 8§ 1.550(c) for extension of time in reexamination
proceedings; and § 1.645for extension of time in interfer-
ence proceedings.

(3) A written request may be submitted in an
application that is an authorization to treat any concurrent
or future reply, requiring a petition for an extension of time
under this paragraph for its timely submission, as incorpo-
rating a petition for extension of time for the appropriate
length of time. An authorization to charge all required fees,
feesunder § 1.17, or all required extension of time feeswill
be treated as a constructive petition for an extension of time
in any concurrent or future reply requiring a petition for an
extension of time under this paragraph for its timely sub-
mission. Submission of the fee set forth in 8 1.17(a) will
also betreated as a constructive petition for an extension of
time in any concurrent reply requiring a petition for an
extension of time under this paragraph for its timely sub-
mission.

(b)  When a reply cannot be filed within the time
period set for such reply and the provisions of paragraph (a)
of this section are not available, the period for reply will be
extended only for sufficient cause and for areasonable time
specified. Any request for an extension of time under this
paragraph must be filed on or before the day on which such
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reply is due, but the mere filing of such a request will not
effect any extension under this paragraph. In no situation
can any extension carry the date on which reply is due
beyond the maximum time period set by statute. See
§1.304 for extension of time to appeal to the U.S. Court of
Appedls for the Federal Circuit or to commence a civil
action; § 1.645 for extension of time in interference pro-
ceedings; and § 1.550(c) for extension of time in reexami-
nation proceedings.

[47 FR 41277, Sept. 17, 1982, effective Oct. 1, 1982;
49 FR 555, Jan. 4, 1984, effective Apr. 1, 1984; 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; 54 FR
29551, July 13, 1989, effective Aug. 20, 1989; para. (a)
revised, 58 FR 54504, Oct. 22, 1993, effective Jan. 3, 1994;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 1.137 Revival of abandoned application or lapsed
patent.

(& Unavoidable. Where the delay in reply was
unavoidable, a petition may be filed to revive an abandoned
application or a lapsed patent pursuant to this paragraph.
A grantable petition pursuant to this paragraph must be
accompanied by:

(1) Therequired reply, unless previously filed. In
a nonprovisional application abandoned for failure to pros-
ecute, the required reply may be met by the filing of a con-
tinuing application. In an application or patent, abandoned
or lapsed for failure to pay the issue fee or any portion
thereof, the required reply must be the payment of the issue
fee or any outstanding balance thereof;

(2) Thepetition fee as set forthin § 1.17(1);

(3) A showing to the satisfaction of the Commis-
sioner that the entire delay in filing the required reply from
the due date for the reply until the filing of a grantable peti-
tion pursuant to this paragraph was unavoidable; and

(4 Any termina disclaimer (and fee as set forth
in § 1.20(d)) required pursuant to paragraph (c) of this sec-
tion.

(b)  Unintentional. Where the delay in reply was
unintentional, a petition may be filed to revive an aban-
doned application or a lapsed patent pursuant to this para-
graph. A grantable petition pursuant to this paragraph must
be accompanied by:

(1) Therequired reply, unless previously filed. In
a nonprovisional application abandoned for failure to pros-
ecute, the required reply may be met by the filing of a con-
tinuing application. In an application or patent, abandoned
or lapsed for failure to pay the issue fee or any portion
thereof, the required reply must be the payment of the issue
fee or any outstanding balance thereof;
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(2) Thepetition fee as set forthin § 1.17(m);

(3) A statement that the entire delay in filing the
required reply from the due date for the reply until the fil-
ing of a grantable petition pursuant to this paragraph was
unintentional. The Commissioner may require additional
information where there is a question whether the delay
was unintentional; and

(4 Any termina disclaimer (and fee as set forth
in § 1.20(d)) required pursuant to paragraph (c) of this sec-
tion.

(c) Inadesign application, autility application filed
before June 8, 1995, or a plant application filed before
June 8, 1995, any petition to revive pursuant to this section
must be accompanied by a termina disclaimer and fee as
set forth in § 1.321 dedicating to the public atermina part
of the term of any patent granted thereon equivaent to the
period of abandonment of the application. Any termina
disclaimer pursuant to this paragraph must aso apply to
any patent granted on any continuing application that con-
tains a specific reference under 35 U.S.C. 120, 121, or
365(c) to the application for which revival is sought. The
provisions of this paragraph do not apply to lapsed patents.

(d) Any request for reconsideration or review of a
decision refusing to revive an abandoned application or
lapsed patent upon petition filed pursuant to this section, to
be considered timely, must be filed within two months of
the decision refusing to revive or within such timeas set in
the decision. Unless a decision indicates otherwise,
thistime period may be extended under the provisions
of §1.136.

(e) A provisional application, abandoned for failure
to timely respond to an Office requirement, may be revived
pursuant to this section so as to be pending for a period of
no longer than twelve months from itsfiling date. Under no
circumstances will a provisional application be regarded as
pending after twelve months from its filing date.

[47 FR 41277, Sept. 17, 1982, effective Oct. 1, 1982;
para. (b) 48 FR 2713, Jan. 20, 1983, effective Feb. 27,
1983; paras. (a) - (c), paras. (d) & () added, 58 FR 44277,
Aug. 20,1993, effective Sept. 20, 1993; para. (€) revised,
60 FR 20195, Apr. 25, 1995, effective June 8, 1995;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 1.138 Expressabandonment.

An application may be expressly abandoned by filing in
the Patent and Trademark Office a written declaration of
abandonment signed by the applicant and the assignee of
record, if any, and identifying the application. An applica-
tion may also be expressly abandoned by filing a written
declaration of abandonment signed by the attorney or agent
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of record. A registered attorney or agent acting under the
provision of § 1.34(a), or of record, may aso expressy
abandon a prior application as of thefiling date granted to a
continuing application when filing such a continuing appli-
cation. Express abandonment of the application may not be
recognized by the Office unless it is actually received by
appropriate officials in time to act thereon before the date
of issue.

[47 FR 47244, Oct. 25, 1982, effective Feb. 27, 1983;
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985]

§ 1.139

[Added, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

[Reserved]

JOINDER OF INVENTIONS IN ONE
APPLICATION; RESTRICTION

§ 1.141 Different inventions in one national applica-
tion.

(8 Two or moreindependent and distinct inventions
may not be claimed in one national application, ex cept that
more than one species of an invention, not to exceed area
sonable number, may be specifically claimed in different
claimsin one nationa application, provided the application
also includes an alowable claim gen eric to all the claimed
species and all the claims to species in excess of one are
written in dependent form (8§ 1.75) or otherwise include all
the limitations of the generic claim.

(b) Where claims to all three categories, product,
process of making, and process of use, are included in a
national application, athree way requirement for restriction
can only be made where the process of making is distinct
from the product. If the process of making and the product
are not distinct, the process of using may be joined with the
claims directed to the product and the process of making
the product even though a showing of distinctness between
the product and process of using the product can be made.

[52 FR 20046, May 28, 1987, effective July 1, 1987]

§ 1.142 Requirement for restriction.

(8 If two or more independent and distinct inven-
tions are claimed in asingle application, the examiner in an
Office action will require the applicant in the reply to that
action to elect an invention to which the claims will be
restricted, this official action being called a requirement for
restriction (also known as arequirement for division). Such
requirement will normally be made before any action on
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the merits; however, it may be made at any time before
fina action.

(b) Clams to the invention or inventions not
elected, if not canceled, are nevertheless withdrawn from
further consideration by the examiner by the election, sub-
ject however to reinstatement in the event the requirement
for restriction is withdrawn or overruled.

[Para (a) revised, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

§ 1.143 Reconsideration of requirement.

If the applicant disagrees with the requirement for
restriction, he may request reconsideration and withdrawal
or modification of the requirement, giving the reasons
therefor. (See § 1.111). In requesting reconsideration the
applicant must indicate a provisional election of one inven-
tion for prosecution, which invention shall be the one
elected in the event the requirement becomes final. The
requirement for restriction will be reconsidered on such a
request. If the requirement is repeated and made final, the
examiner will a the same time act on the claims to the
invention el ected.

§ 1.144 Petition from requirement for restriction.

After afinal requirement for restriction, the applicant, in
addition to making any reply due on the remainder of the
action, may petition the Commissioner to review the
requirement. Petition may be deferred until after final
action on or alowance of claims to the invention elected,
but must be filed not later than appeal. A petition will not
be considered if reconsideration of the requirement was not
requested (see § 1.181).

[Revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

§ 1.145 Subsequent presentation of claims for differ-
ent invention.

If, after an office action on an application, the applicant
presents claims directed to an invention distinct from and
independent of the invention previously claimed, the appli-
cant will be required to restrict the claims to the invention
previously claimed if the amendment is entered, subject to
reconsideration and review as provided in 88§ 1.143 and
1.144.

§ 1.146 Election of species.

In the first action on an application containing a generic
claim to a generic invention (genus) and claims to more
than one patentably distinct species embraced thereby, the
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examiner may require the applicant in the reply to that
action to elect a species of his or her invention to which his
or her claim will be restricted if no claim to the genus is
found to be allowable. However, if such application con-
tains claims directed to more than a reasonable number of
species, the examiner may require restriction of the claims
to not more than areasonable number of species before tak-
ing further action in the application.

[43 FR 20465, May 11, 1978; revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]

DESIGN PATENTS

§ 1.151 Rulesapplicable.

The rules relating to applications for patents for other
inventions or discoveries are also applicable to applications
for patents for designs except as otherwise provided.

§ 1.152 Design drawings.

(8 The design must be represented by a drawing
that complies with the requirements of § 1.84, and must
contain a sufficient number of views to constitute a com-
plete disclosure of the appearance of the design.

(1) Appropriate and adequate surface shading
should be used to show the character or contour of the sur-
faces represented. Solid black surface shading is not per-
mitted except when used to represent the color black as
well as color contrast. Broken lines may be used to show
visible environmental structure, but may not be used to
show hidden planes and surfaces which cannot be seen
through opaque materials. Alternate positions of a design
component, illustrated by full and broken lines in the same
view are not permitted in adesign drawing.

(2) Color photographs and color drawings are not
permitted in design applications in the absence of a grant-
able petition pursuant to § 1.84(&)(2). Photo graphs and ink
drawings are not permitted to be combined as formal draw-
ings in one application. Photographs submitted in lieu of
ink drawings in design patent applications must comply
with 8§ 1.84(b) and must not disclose environmental struc-
ture but must be limited to the design for the article
claimed.

(b)  Any detail shown intheink or color drawings or
photographs (formal or informal) deposited with the origi-
nal application papers constitutes an integral part of the dis-
closed and claimed design, except as otherwise provided in
this paragraph. This detail may include, but is not limited
to, color or contrast, graphic or written indicia, including
identifying indicia of a proprietary nature, surface orna-
mentation on an article, or any combination thereof.
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(1) When any detail shown in informal drawings
or photographs does not constitute an integral part of the
disclosed and claimed design, a specific disclaimer must
appear in the original application papers either in the speci-
fication or directly on the drawings or photographs. This
specific disclaimer in the original application papers will
provide antecedent basis for the omission of the disclaimed
detail(s) in later-filed drawings or photographs.

(20 When informal color drawings or photographs
are deposited with the original application papers without a
disclaimer pursuant to paragraph (b)(1) of this section, for-
mal color drawings or photographs, or a black and white
drawing lined to represent color, will be required.

[53 FR 47810, Nov. 28, 1988, effective Jan. 1, 1989;
amended, 58 FR 38719, July 20, 1993, effective Oct. 1,
1993; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

§ 1.153 Title, description and claim, oath or declara-
tion.

(8 Thetitle of the design must designate the partic-
ular article. No description, other than a reference to the
drawing, is ordinarily required. The claim shall be in for-
mal terms to the ornamental design for the article (specify-
ing name) as shown, or as shown and described. More than
one claim is neither required nor permitted.

(b)  The oath or declaration required of the applicant
must comply with § 1.63.

[24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29,
1964; para. (b), 48 FR 2712, Jan. 20, 1983, effective Feb.
27,1983]

§ 1.154 Arrangement of application elements.
(8 The dements of the design application, if appli-
cable, should appear in the following order:

(1) Design Application Transmittal Form.

(2) FeeTransmittal Form.

(3) Preamble, stating name of the applicant, title
of the design, and a brief description of the nature and
intended use of the articlein which the design is embodied.

(4) Cross-reference to related applications.

(5) Statement regarding federally sponsored
research or development.

(6) Description of the figure or figures of the
drawing.

(7)  Feature Description.

(80 A singleclaim.

(9) Drawings or photographs.

(10) Executed oath or declaration (See 8 1.153(b)).

(b) [Reserved]
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[24 FR 10332, Dec. 22, 1959, para. (€), 48 FR 2713,
Jan. 20, 1983, effective date Feb. 27, 1983; revised, 61 FR
42790, Aug. 19, 1996, effective Sept. 23, 1996; para. (8)(3)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 1.155 Issueof design patents.

If, on examination, it appears that the applicant is enti-
tled to a design patent under the law, a notice of allowance
will be sent to the applicant, or applicant's attorney or
agent, calling for the payment of the issue fee (§ 1.18(b)). If
this issue fee is not paid within three months of the date of
the notice of allowance, the application shall be regarded as
abandoned.

[47 FR 41277, Sept. 17, 1982, effective date Oct. 1,
1982; paras. (b) - (d) amended, paras. (e) and (f) added, 58
FR 44277, Aug. 20, 1993, effective Sept. 20, 1993; revised,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

PLANT PATENTS

§ 1.161 Rulesapplicable.

The rules relating to applications for patent for other
inventions or discoveries are aso applicable to applications
for patents for plants except as otherwise provided.

§ 1162 Applicant, oath or declaration.

The applicant for a plant patent must be the person who
has invented or discovered and asexually reproduced the
new and distinct variety of plant for which a patent is
sought (or as provided in 88 1.42, 1.43, and 1.47). The oath
or declaration required of the applicant, in addition to the
averments required by 8 1.63, must state that he or she has
asexually reproduced the plant. Where the plant is a newly
found plant the oath or declaration must also state that it
was found in a cultivated area.

[48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.163 Specification and arrangement of application
elements.

(8 The specification must contain as full and com-
plete a disclosure as possible of the plant and the character-
istics thereof that distinguish the same over related known
varieties, and its antecedents, and must particularly point
out where and in what manner the variety of plant has been
asexually reproduced. In the case of a newly found plant,
the specification must particularly point out the location
and character of the area where the plant was discovered.
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(b) Two copies of the specification (including the
claim) must be submitted, but only one signed oath or dec-
laration is required.

(c) Theelements of the plant application, if applica
ble, should appear in the following order:

(1) Plant Application Transmittal Form.

(2) FeeTransmittal Form.

(3) Titleof theinvention.

(4) Crossreference to related applications.

(5) Statement regarding federally sponsored
research or devel opment.

(6) Background of the invention.

(7)  Brief summary of the invention.

(8) Brief description of the drawing.

(9) Detailed Botanical Description.

(10) A singleclaim.

(11) Abstract of the Disclosure.

(12) Drawings (in duplicate).

(13) Executed oath or declaration.

(14) Plant color coding sheet.

(d) A plant color coding sheet as used in this section
means a sheet that specifies acolor coding system as desig-
nated in a color dictionary, and lists every plant structure to
which color is a distinguishing feature and the correspond-
ing color code which best represents that plant structure.

[24 FR 10332, Dec. 22, 1959; para. (b), 48 FR 2713,
Jan. 20, 1983, effective Feb. 27, 1983; paras. (c) and (d)
added, 61 FR 42790, Aug. 19, 1996, effective Sept. 23,
1996; para. (b) revised, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

§ 1.164 Claim.

The claim shall be in formal terms to the new and dis-
tinct variety of the specified plant as described and illus-
trated, and may also recite the principa distinguishing
characteristics. More than one claim is not permitted.

§ 1.165 Plant Drawings.

(8 Plant patent drawings should be artisticaly and
competently executed and must comply with the require-
ments of § 1.84. View numbers and reference characters
need not be employed unless required by the examiner. The
drawing must disclose al the distinctive characteristics of
the plant capable of visual representation.

(b) Thedrawing may bein color and when color isa
distinguishing characteristic of the new variety, the drawing
must be in color. Two copies of color drawings or color
photographs must be submitted.

[24 FR 10332, Dec. 22, 1959; para. (b), 47 FR 41277,
Sept. 17, 1982, effective Oct. 1, 1982; paras. (a) and (b)
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amended, 58 FR 38719, July 20, 1993, effective Oct. 1,
1993]

§ 1.166 Specimens.

The applicant may be required to furnish specimens of
the plant, or itsflower or fruit, in a quantity and at atimein
its stage of growth as may be designated, for study and
inspection. Such specimens, properly packed, must be for-
warded in conformity with instructions furnished to the
applicant. When it is not possible to forward such speci-
mens, plants must be made available for official inspection
where grown.

§ 1.167 Examination.

Applications may be submitted by the Patent and Trade-
mark Office to the Department of Agriculture for study and
report.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26,
1969; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

REISSUES

§ 1.171 Application for reissue.

An application for reissue must contain the same parts
required for an application for an original patent, comply-
ing with all the rules relating thereto except as otherwise
provided, and in addition, must comply with the require-
ments of the rules relating to reissue applications.

[47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982;
revised, 54 FR 6893, Feb. 17, 1989, 54 FR 9432, March 7,
1989, effective Apr. 17, 1989; 56 FR 65142, Dec. 13, 1991,
effective Dec. 16, 1991; revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997]

§ 1.172 Applicants, assignees.

(& A reissue oath must be signed and sworn to or
declaration made by the inventor or inventors except as
otherwise provided (see 88 1.42, 1.43, 1.47), and must be
accompanied by the written consent of all assignees, if any,
owning an undivided interest in the patent, but a reissue
oath may be made and sworn to or declaration made by the
assignee of the entire interest if the application does not
seek to enlarge the scope of the claims of the origina
patent. All assignees consenting to the reissue must estab-
lish their ownership interest in the patent by filing in the
reissue application a submission in accordance with the
provisions of § 3.73(b) of this chapter.
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(b) A reissue will be granted to the origina paten-
tee, his legal representatives or assigns as the interest may

appear.

[24 FR 10332, Dec. 22, 1959; para. (a), 48 FR 2713,
Jan. 20, 1983, effective Feb. 27, 1983; para. () revised, 62
FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.173 Specification.

The specification of the reissue application must include
the entire specification and claims of the patent, with the
matter to be omitted by reissue enclosed in square brackets;
and any additions made by the reissue must be underlined,
so that the old and the new specifications and claims may
be readily compared. Claims should not be renumbered and
the numbering of claims added by reissue should follow the
number of the highest numbered patent claim. No new mat-
ter shall be introduced into the specification.

§ 1.174 Drawings.

(8 The drawings upon which the original patent
was issued may be used in reissue applications if no
changes whatsoever are to be made in the drawings. In
such cases, when the reissue application is filed, the appli-
cant must submit a temporary drawing which may consist
of a copy of the printed drawings of the patent or a photo-
print of the original drawings of the size required for origi-
nal drawing.

(b)  Amendments which can be made in a reissue
drawing, that is, changes from the drawing of the patent,
are restricted.

[24 FR 10332, Dec. 22, 1959; para. (a), 48 FR 2713,
Jan. 20, 1983, effective Feb. 27, 1983]

§ 1.175 Reissue oath or declaration.

(& The reissue oath or declaration in addition to
complying with the requirements of 8 1.63, must also state
that:

(1) The applicant believes the original patent to
be wholly or partly inoperative or invalid by reason of a
defective specification or drawing, or by reason of the pat-
entee claiming more or less than the patentee had the right
to claim in the patent, stating at least one error being relied
upon as the basis for reissue; and

(2)  All errors being corrected in the reissue appli-
cation up to the time of filing of the oath or declaration
under this paragraph arose without any deceptive intention
on the part of the applicant.

(b)(1) For any error corrected, which is not covered by
the oath or declaration submitted under paragraph (a) of
this section, applicant must submit a supplemental oath or
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declaration stating that every such error arose without any
deceptive intention on the part of the applicant. Any sup-
plemental oath or declaration required by this paragraph
must be submitted before allowance and may be submitted:

0) With any amendment prior to alowance;
or

(i) In order to overcome a rejection under
35 U.S.C. 251made by the examiner where it is indicated
that the submission of a supplemental oath or declaration as
required by this paragraph will overcome the rejection.

(2) For any error sought to be corrected after
allowance, a supplemental oath or declaration must accom-
pany the requested correction stating that the error(s) to be
corrected arose without any deceptive intention on the part
of the applicant.

(c) Having once stated an error upon which thereis-
sue is based, as set forth in paragraph (a)(1), unless al
errors previously stated in the oath or declaration are no
longer being corrected, a subsequent oath or declaration
under paragraph (b) of this section need not specifically
identify any other error or errors being corrected.

(d) The oath or declaration required by paragraph
(a) of this section may be submitted under the provisions of
§ 1.53(f).

[24 FR 10332, Dec. 22, 1959; 29 FR 18503, Dec. 29,
1964; 34 FR 18857, Nov. 26, 1969; para. (a), 47 FR 21752,
May 19, 1982, effective July 1,1982; para. (a), 48 FR 2713,
Jan. 20, 1983, effective Feb. 27, 1983; para. (8)(7), 57 FR
2021, Jan. 17, 1992, effective Mar. 16, 1992; revised,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.176 Examination of reissue.

An original claim, if re-presented in the reissue applica-
tion, is subject to reexamination, and the entire application
will be examined in the same manner as original applica
tions, subject to the rules relating thereto, excepting that
division will not be required. Applications for reissue will
be acted on by the examiner in advance of other applica-
tions, but not sooner than two months after announcement
of the filing of the reissue application has appeared in the
Official Gazette.

[42 FR 5595, Jan. 28, 1977]

§ 1177 Reissuein divisions.

The Commissioner may, in his or her discretion, cause
several patentsto be issued for distinct and separate parts of
the thing patented, upon demand of the applicant, and upon
payment of therequired fee for each division. Each division
of areissue constitutes the subject of a separate specifica-
tion descriptive of the part or parts of the invention claimed
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in such division; and the drawing may represent only such
part or parts, subject to the provisions of 8§ 1.83 and 1.84.
On filing divisiona reissue applications, they shall be
referred to the Commissioner. Unless otherwise ordered by
the Commissioner upon petition and payment of the fee set
forth in 8 1.17(i), all the divisions of a reissue will issue
simultaneousdly; if there is any controversy as to one divi-
sion, the others will be withheld from issue until the contro-
versy is ended, unless the Commissioner orders otherwise.

[47 FR 41278, Sept. 17, 1982, effective date Oct. 1,
1982; revised, 54 FR 6893, Feb. 15, 1989, 54 FR 9432,
March 7, 1989, effective Apr. 17, 1989; revised, 60 FR
20195, Apr. 25, 1995, effective June 8, 1995]

§ 1.178 Original patent.

The application for a reissue must be accompanied by an
offer to surrender the original patent. The application
should also be accompanied by the origina patent, or if the
original islost or inaccessible, by an affidavit or declaration
to that effect. The application may be accepted for exami-
nation in the absence of the original patent or the affidavit
or declaration, but one or the other must be supplied before
the case is allowed. If a reissue be refused, the original
patent will be returned to applicant upon his request.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26,
1969]

§ 1.179 Notice of reissue application.

When an application for a reissue is filed, there will be
placed in the file of the origina patent a notice stating that
an application for reissue has been filed. When the reissue
is granted or the reissue application is otherwise termi-
nated, the fact will be added to the notice in the file of the
original patent.

PETITIONS AND ACTION BY THE
COMMISSIONER

§ 1.181 Petition to the Commissioner.

(a) Petition may be taken to the Commissioner: (1)
From any action or requirement of any examiner in theex
parteprosecution of an application which is not subject to
appeal to the Board of Patent Appeals and Interferences or
to the court; (2) In casesin which a statute or the rules spec-
ify that the matter is to be determined directly by or
reviewed by the Commissioner; and (3) To invoke the
supervisory authority of the Commissioner in appropriate
circumstances. For petitionsin interferences, see § 1.644.

(b)  Any such petition must contain a statement of
the facts involved and the point or points to be reviewed
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and the action requested. Briefs or memoranda, if any, in
support thereof should accompany or be embodied in the
petition; and where facts are to be proven, the proof in the
form of affidavits or declarations (and exhibits, if any) must
accompany the petition.

(0 When a petition is taken from an action or
requirement of an examiner in the ex parte prosecution of
an application, it may be required that there have been a
proper request for reconsideration (§ 1.111) and a repeated
action by the examiner. The examiner may be directed by
the Commissioner to furnish a written statement, within a
specified time, setting forth the reasons for his decision
upon the matters averred in the petition, supplying a copy
thereof to the petitioner.

(d Where a fee is required for a petition to the
Commissioner the appropriate section of this part will so
indicate. If any required fee does not accompany the peti-
tion, the petition will be dismissed.

(e) Ord hearing will not be granted except when
considered necessary by the Commissioner.

(f)  Except as otherwise provided in these rules, any
such petition not filed within 2 months from the action
complained of, may be dismissed as untimely. The merefil-
ing of a petition will not stay the period for reply to an
Examiner's action which may be running against an appli-
cation, nor act as a stay of other proceedings.

(g9) The Commissioner may delegate to appropriate
Patent and Trademark Office officials the determination of
petitions.

[24 FR 10332, Dec. 22, 1959; 34 FR 18857, Nov. 26,
1969; paras. (d) and (g), 47 FR 41278, Sept. 17, 1982,
effective Oct. 1, 1982; para. (a), 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985]

§ 1.182 Questions not specifically provided for.

All situations not specifically provided for in the regula-
tions of this part will be decided in accordance with the
merits of each situation by or under the authority of the
Commissioner, subject to such other requirements as may
be imposed, and such decision will be communicated to the
interested parties in writing. Any petition seeking a deci-
sion under this section must be accompanied by the petition
fee set forthin § 1.17(h).

[47 FR 41278, Sept. 17, 1982, effective date Oct. 1,
1982; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

§ 1.183 Suspension of rules.
In an extraordinary situation, when justice requires, any
requirement of the regulations in this part which is not a
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requirement of the statutes may be suspended or waived by
the Commissioner or the Commissioner's designee, sua
sponte, or on petition of the interested party, subject to such
other requirements as may be imposed. Any petition under
this section must be accompanied by the petition fee set
forthin § 1.17(h).

[47 FR 41278, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.184 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

APPEAL TO THE BOARD OF PATENT APPEALS
AND INTERFERENCES

AUTHORITY: Secs. 1.191 to 1.198 aso issued under
35U.S.C. 134.
§ 1.191 Appeal toBoard of Patent Appealsand Inter-
ferences.

(8 Every applicant for a patent or for reissue of a
patent, and every owner of a patent under reexamination,
any of whose claims has been twice or finally (8 1.113)
rejected, may appea from the decision of the examiner to
the Board of Patent Appeals and Interferences by filing a
notice of appeal and the fee set forth in 8 1.17(b) within the
time period provided under 88 1.134 and 1.136 for reply.

(b) The signature requirement of §1.33 does not
apply to anotice of appeal filed under this section.

(©) An appea when taken must be taken from the
rejection of all claims under rejection which the applicant
or patent owner proposes to contest. Questions relating to
matters not affecting the merits of the invention may be
required to be settled before an appeal can be considered.

(d) Thetime periods set forth in 8§ 1.191 and 1.192
are subject to the provisions of § 1.136 for patent applica-
tions and § 1.550(c) for reexamination proceedings. The
time periods set forth in 88 1.193, 1.194, 1.196 and 1.197
are subject to the provisions of § 1.136(b) for patent appli-
cations or § 1.550(c) for reexamination proceedings. See
§1.304(a) for extensions of time for filing a notice of
appeal to the U.S. Court of Appeals for the Federal Circuit
or for commencing a civil action.

(e) Jurisdiction over the application or patent under
reexamination passes to the Board of Patent Appeals and
Interferences upon transmittal of the file, including all
briefs and examiner's answers, to the Board. Prior to the
entry of a decision on the appeal, the Com missioner may
sua sponte order the application remanded to the examiner.

[46 FR 29183, May 29, 1981, para. (a), 47 FR 41278,
Sept. 17, 1982, effective Oct. 1, 1982; para. (d), 49 FR 555,
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Jan. 4, 1984, effective Apr. 1, 1984; 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985; paras. (b) and (d) amended,
para. (€) added, 54 FR 29553, July 13, 1989, effective Aug.
20, 1989; para. (d) revised, 58 FR 54504, Oct. 22, 1993,
effective Jan. 3, 1994; paras. (a) and (b) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.192 Appédlant'sbrief.

(& Appellant must, within two months from the
date of the notice of appeal under § 1.191 or within thetime
allowed for reply to the action from which the appeal was
taken, if such timeislater, file abrief in triplicate. The brief
must be accompanied by the fee set forth in § 1.17(c) and
must set forth the authorities and arguments on which
appellant will rely to maintain the appeal. Any arguments
or authorities not included in the brief will be refused con-
sideration by the Board of Patent Appeas and Interfer-
ences, unless good cause is shown.

(b) On failure to file the brief, accompanied by the
requisite fee, within the time allowed, the appeal shall stand
dismissed.

(c) Thebrief shal contain the following items under
appropriate headings and in the order indicated below
unless the brief is filed by an applicant who is not repre-
sented by aregistered practitioner:

(1) Real party ininterest. A statement identifying
the real party in interest, if the party named in the caption
of the brief is not the real party in interest.

(2) Related appeals and interferences. A state-
ment identifying by number and filing date all other
appeals or interferences known to appellant, the appellant's
legal representative, or assignee which will directly affect
or be directly affected by or have a bearing on the Board's
decision in the pending appeal .

(3) Satus of claims. A statement of the status of
all the claims, pending or cancelled, and identifying the
claims appealed.

(4) Satus of amendments. A statement of the sta-
tus of any amendment filed subsequent to final rejection.

(5) Summary of invention. A concise explanation
of the invention defined in the claims involved in the
appeal, which shall refer to the specification by page and
line number, and to the drawing, if any, by reference char-
acters.

(6) Issues. A concise statement of the issues pre-
sented for review.

(7)  Grouping of claims. For each ground of rejec-
tion which appellant contests and which applies to a group
of two or more claims, the Board shall select asingle claim
from the group and shall decide the appeal as to the ground
of rejection on the basis of that claim alone unless a state-
ment isincluded that the claims of the group do not stand or
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fall together and, in the argument under paragraph (c)(8) of
this section, appellant explains why the claims of the group
are believed to be separately patentable. Merely pointing
out differences in what the claims cover is not an argument
asto why the claims are separately patentable.

(8) Argument. The contentions of appellant with
respect to each of the issues presented for review in para-
graph (c)(6) of this section, and the basis therefor, with cita-
tions of the authorities, statutes, and parts of the record
relied on. Each issue should be treated under a separate
heading.

(i)  For each rejection under 35 U.S.C. 112,
first paragraph, the argument shall specify the errorsin the
rejection and how the first paragraph of 35 U.S.C. 112 is
complied with, including, as appropriate, how the specifi-
cation and drawings, if any,

(A) Describe the subject matter defined by
each of the rejected claims,

(B) Enable any person skilled in the art to
make and use the subject matter defined by each of the
rejected claims, and

(C) Set forth the best mode contemplated by
the inventor of carrying out his or her invention.

(i) For each rejection under 35 U.S.C. 112,
second paragraph, the argument shall specify the errors in
the rejection and how the claims particularly point out and
distinctly claim the subject matter which applicant regards
asthe invention.

(iii) For each rgection under 35 U.S.C. 102, the
argument shall specify the errors in the rejection and why
the rejected claims are patentable under 35 U.S.C. 102,
including any specific limitations in the rejected claims
which are not described in the prior art relied upon in the
rejection.

(iv) For each rgection under 35 U.S.C. 103, the
argument shall specify the errors in the regjection and, if
appropriate, the specific limitations in the rejected claims
which are not described in the prior art relied on in the
rejection, and shall explain how such limitations render the
claimed subject matter unobvious over the prior art. If the
rejection is based upon a combination of references, the
argument shall explain why the references, taken as a
whole, do not suggest the claimed subject matter, and shall
include, as may be appropriate, an explanation of why fea-
tures disclosed in one reference may not properly be com-
bined with features disclosed in another reference. A
general argument that all the limitations are not described
in a single reference does not satisfy the requirements of
this paragraph.

(v)  For any rejection other than those re ferred
to in paragraphs (c)(8)(i) to (iv) of this section, the argu-
ment shall specify the errors in the regjection and the spe-
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cific limitations in the rejected claims, if appropriate, or
other reasons, which cause the rgjection to be in error.

(9) Appendix. An appendix containing a copy of
the claimsinvolved in the appeal.

(d) If abrief isfiled which does not comply with all
the requirements of paragraph (c) of this section, appellant
will be notified of the reasons for non-compliance and pro-
vided with a period of one month within which to file an
amended brief. If appellant does not file an amended brief
during the one-month period, or files an amended brief
which does not overcome al the reasons for non-compli-
ance stated in the notification, the appea will stand dis-
missed.

[36 FR 5850, Mar. 30, 1971; para. (a), 47 FR 41278,
Sept. 17, 1982, effective Oct. 1, 1982; para. (a), 49 FR 556,
Jan. 4, 1984, effective Apr. 1, 1984; 53 FR 23734, June 23,
1988, effective Sept. 12, 1988; para. (a), (c), and (d)
revised, 58 FR 54504, Oct. 22, 1993, effective Jan. 3, 1994;
paras. (a)-(c) revised, 60 FR 14488, Mar 17, 1995, effective
Apr. 21, 1995; para. (a) revised, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997]

§ 1.193 Examiner'sanswer and reply brief.

(8)(1) The primary examiner may, within such time as
may be directed by the Commissioner, furnish a written
statement in answer to appellant's brief including such
explanation of the invention claimed and of the references
and grounds of rejection as may be necessary, supplying a
copy to appellant. If the primary examiner finds that the
appeal is not regular in form or does not relate to an appeal -
able action, the primary examiner shall so state.

(2) Anexaminer'sanswer must not include anew
ground of rejection, but if an amendment under § 1.116
proposes to add or amend one or more claims and appellant
was advised that the amendment under § 1.116 would be
entered for purposes of appeal and which individual rejec-
tion(s) set forth in the action from which the appeal was
taken would be used to reject the added or amended
claim(s), then the appeal brief must address the rejection(s)
of the claim(s) added or amended by the amendment under
§ 1.116 as appellant was so advised and the examiner's
answer may include the rejection(s) of the claim(s) added
or amended by the amendment under § 1.116 as appellant
was so advised. The filing of an amendment under § 1.116
which is entered for purposes of appeal represents appel-
lant's consent that when so advised any appeal proceed on
those claim(s) added or amended by the amendmentunder
§ 1.116 subject to any rejection set forth in the action from
which the appeal was taken.

(b)(1) Appellant may file areply brief to an examiner's
answer within two months from the date of such examiner's
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answer. See § 1.136(b) for extensions of time for filing a
reply brief in a patent application and § 1.550(c) for exten-
sions of time for filing areply brief in areexamination pro-
ceeding. The primary examiner must either acknowledge
receipt and entry of the reply brief or withdraw the final
rejection and reopen prosecution to respond to the reply
brief. A supplemental examiner's answer is not permitted,
unless the application has been remanded by the Board of
Patent Appeals and Interferences for such purpose.

(2) Where prosecution is reopened by the pri-
mary examiner after an appeal or reply brief has been filed,
appellant must exercise one of the following two options to
avoid abandonment of the application:

(i) File areply under § 1.111, if the Office
action is not final, or a reply under § 1.113, if the Office
action isfinal; or

(i) Request reinstatement of the apped. If
reinstatement of the appeal is requested, such request must
be accompanied by a supplemental appeal brief, but no new
amendments, affidavits (88 1.130, 1.131 or 1.132) or other
evidence are permitted.

[24 FR 10332, Dec. 22, 1959; 34 FR 18858, Nov.26,
1969; para. (¢), 47 FR 21752, May 19, 1982, added effec-
tive July 1, 1982; para. (b), 50 FR 9382, Mar. 7, 1985,
effective May 8, 1985; 53 FR 23735, June 23, 1988, effec-
tive Sept. 12, 1988; para. (c) deleted, 57 FR 2021, Jan. 17,
1992, effective Mar. 16, 1992; para. (b) revised, 58 FR
54504, Oct. 22, 1993, effective Jan. 3, 1994; revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.194 Oral hearing.

(& An oral hearing should be requested only in
those circumstances in which appellant considers such a
hearing necessary or desirable for a proper presentation of
the appeal. An appeal decided without an oral hearing will
recelve the same consideration by the Board of Patent
Appeas and Interferences as appeals decided after ora
hearing.

(b) If appellant desires an oral hearing, appellant
must file, in a separate paper, a written request for such
hearing accompanied by the fee set forth in § 1.17(d) within
two months from the date of the examiner's answer. If
appellant requests an oral hearing and submits therewith
the fee set forth in § 1.17(d), an oral argument may be pre-
sented by, or on behalf of, the primary examiner if consid-
ered desirable by either the primary examiner or the Board.
See § 1.136(b) for extensions of time for requesting an oral
hearing in a patent application and § 1.550(c) for exten-
sions of time for requesting an oral hearing in a reexamina-
tion proceeding.
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(c) If norequest and fee for oral hearing have been
timely filed by appellant, the appea will be assigned for
consideration and decision. If appellant has requested an
oral hearing and has submitted the fee set forth in § 1.17(d),
aday of hearing will be set, and due notice thereof given to
appellant and to the primary examiner. A hearing will be
held as stated in the notice, and oral argument will be lim-
ited to twenty minutes for appellant and fifteen minutes for
the primary examiner unless otherwise ordered before the
hearing begins. If the Board decides that a hearing is not
necessary, the Board will so notify appellant.

[42 FR 5595, Jan. 28, 1977; paras. (b) & (c), 47 FR
41278, Sept. 17, 1982, effective Oct. 1, 1982; para. (a), 49
FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; para. (b)
revised 53 FR 23735, June 23, 1988, effective Sept. 12,
1988; para. (b) revised, 58 FR 54504, Oct. 22, 1993, effec-
tive Jan. 3, 1994; revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 1.195 Affidavitsor declarationsafter appeal.

Affidavits, declarations, or exhibits submitted after the
case has been appealed will not be admitted without a
showing of good and sufficient reasons why they were not
earlier presented.

[34 FR 18858, Nov. 26, 1969)]

§ 1.196 Decision by the Board of Patent Appeals and
I nterferences.

(8 The Board of Patent Appeals and Interferences,
in its decision, may affirm or reverse the decision of the
examiner in whole or in part on the grounds and on the
claims specified by the examiner or remand the application
to the examiner for further consideration. The affirmance of
the rejection of a claim on any of the grounds specified
constitutes a genera affirmance of the decision of the
examiner on that claim, except as to any ground specifi-
cally reversed.

(b)  Should the Board of Patent Appeals and Inter-
ferences have knowledge of any grounds not involved in
the appeal for regecting any pending claim, it may include
in the decision a statement to that effect with its reasons for
so holding, which statement constitutes a new ground of
rejection of the claim. A new ground of rejection shall not
be considered fina for purposes of judicial review. When
the Board of Patent Appeals and Interferences makes a new
ground of regjection, the appellant, within two months from
the date of the decision, must exercise one of the following
two options with respect to the new ground of rejection to
avoid termination of proceedings (§ 1.197(c)) as to the
rejected clams:
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(1) Submit an appropriate amendment of the
claims so regjected or a showing of facts relating to the
claims so rejected, or both, and have the matter reconsid-
ered by the examiner, in which event the application will be
remanded to the examiner. The new ground of rejection is
binding upon the examiner unless an amendment or show-
ing of facts not previously of record be made which, in the
opinion of the examiner, overcomes the new ground of
rejection stated in the decision. Should the examiner reject
the claims, appellant may again appeal pursuant to 8§ 1.191
through 1.195 to the Board of Patent Appeals and Interfer-
ences.

(2) Request that the application be reheard under
§ 1.197(b) by the Board of Patent Appeas and Interfer-
ences upon the same record. The request for rehearing must
address the new ground of rejection and state with particu-
larity the points believed to have been misapprehended or
overlooked in rendering the decision and also state all other
grounds upon which rehearing is sought. Where request for
such rehearing is made, the Board of Patent Appeals and
Interferences shall rehear the new ground of rejection and,
if necessary, render a new decision which shall include all
grounds of rejection upon which a patent is refused. The
decision on rehearing is deemed to incorporate the earlier
decision for purposes of appeal, except for those portions
specificaly withdrawn on rehearing, and is final for the
purpose of judicia review, except when noted otherwise in
the decision.

(c) Should the decision of the Board of Patent
Appealsand Interferencesinclude an explicit statement that
a claim may be alowed in amended form, appellant shall
have the right to amend in conformity with such statement
which shall be binding on the examiner in the absence of
new references or grounds of rejection.

(d) The Board of Patent Appeals and Interferences
may require appellant to address any matter that is deemed
appropriate for a reasoned decision on the pending appeal.
Appellant will be given a non-extendable time period
within which to respond to such arequirement.

(e) Whenever a decision of the Board of Patent
Appealsand Interferencesincludes or allows aremand, that
decision shall not be considered a final decision. When
appropriate, upon conclusion of proceedings on remand
before the examiner, the Board of Patent Appeals and Inter-
ferences may enter an order otherwise making its decision
final.

(f) See & 1.136(b) for extensions of time to take
action under this section in a patent application and
§ 1.550(c) for extensions of time in a reexamination pro-
ceeding.
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[24 FR 10332, Dec. 12, 1959; 49 FR 29183, May 29,
1981; 49 FR 48416, Dec. 12, 1984, effective Feb. 12, 1985;
para. (b) revised, 53 FR 23735, June 23, 1988, effective
Sept. 12, 1988; paras. (a), (b) & (d) amended, paras. (€)
& (f) added, 54 FR 29552, July 13, 1989, effective Aug. 20,
1989; para. () revised, 58 FR 54504, Oct. 22, 1993, effec-
tive Jan. 3, 1994; paras. (b) & (d) revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.197 Action following decision.

(8 After decision by the Board of Patent Appeals
and Interferences, the application will be returned to the
examiner, subject to appellant's right of appeal or other
review, for such further action by appellant or by the exam-
iner, as the condition of the application may require, to
carry into effect the decision.

(b)  Appellant may file asingle request for rehearing
within two months from the date of the origina decision,
unless the original decision is so modified by the decision
on rehearing as to become, in effect, a new decision, and
the Board of Patent Appeals and Interferences so states.
The request for rehearing must state with particularity the
points believed to have been misapprehended or over-
looked in rendering the decision and also state all other
grounds upon which rehearing is sought. See § 1.136(b) for
extensions of time for seeking rehearing in a patent applica-
tion and §1.550(c) for extensions of time for seeking
rehearing in a reexamination proceeding.

(c) Termination of proceedings. Proceedings are
considered terminated by the dismissal of an appeal or the
failure to timely file an appea to the court or acivil action
(8 1.304) except: (1) Where claims stand allowed in an
application or (2) Where the nature of the decision requires
further action by the examiner. The date of termination of
proceedings is the date on which the appeal is dismissed or
the date on which the time for appeal to the court or review
by civil action (§ 1.304) expires. If an appeal to the court or
acivil action has been filed, proceedings are considered ter-
minated when the appeal or civil action is terminated. An
appeal to the U.S. Court of Appeals for the Federal Circuit
is terminated when the mandate isreceived by the Office. A
civil action is terminated when the time to appeal the judg-
ment expires.

[46 FR 29184, May 29, 1981, para. (a), 47 FR 41278,
Sept. 17, 1982, effective Oct. 1, 1982; 49 FR 556, Jan. 4,
1984, effective Apr. 1, 1984; paras. (a) and (b), 49 FR
48416, Dec. 12, 1984, effective Feb. 11, 1985; paras. (b)
and (c), 54 FR 29552, July 13, 1989, effective Aug. 20,
1989; para. (b) revised, 58 FR 54504, Oct. 22, 1993, effec-
tive Jan. 3, 1994; paras. (d) & (b) revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]
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§ 1.198 Reopening after decision.

Cases which have been decided by the Board of Patent
Appeasand Interferenceswill not be reopened or reconsid-
ered by the primary examiner except under the provisions
of § 1.196 without the written authority of the Commis-
sioner, and then only for the consideration of matters not
already adjudicated, sufficient cause being shown.

[49 FR 48416, Dec. 12, 1984, effective date Feb. 11,
1985]

MISCELLANEOUS PROVISIONS

§ 1.248 Serviceof papers, manner of service; proof of
servicein cases other than interferences.

(8 Service of papers must be on the attorney or
agent of the party if there be such or on the party if thereis
no attorney or agent, and may be made in any of the foll ow-
ing ways:

(1) By delivering a copy of the paper to the per-
son served;

(2) By leaving acopy at the usual place of busi-
ness of the person served with someone in his employment;

(3) When the person served has no usual place of
business, by leaving a copy at the person's residence, with
some person of suitable age and discretion who resides
there;

(4) Transmission by first class mail. When ser-
vice is by mail the date of mailing will be regarded as the
date of service;

(5 Whenever it shall be satisfactorily shown to
the Commissioner that none of the above modes of obtain-
ing or serving the paper is practicable, service may be by
notice published in the Official Gazette.

(b)  Papersfiled in the Patent and Trademark Office
which are required to be served shall contain proof of ser-
vice. Proof of service may appear on or be affixed to papers
filed. Proof of service shall include the date and manner of
service. In the case of persona service, proof of service
shal also include the name of any person served, certified
by the person who made service. Proof of service may be
made by:

(1) An acknowledgement of service by or on
behalf of the person served or

(2) A statement signed by the attorney or agent
containing the information required by this section.

(c) See § 1.646 for service of papers in interfer-
ences.
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[46 FR 29184, May 29, 1981; 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985]

PROTESTS AND PUBLIC USE PROCEEDINGS

§ 1.291 Protests by the public against pending appli-
cations.

(8 Protests by amember of the public against pend-
ing applications will be referred to the examiner having
charge of the subject matter involved. A protest specifically
identifying the application to which the protest is directed
will be entered in the application file if:

(1) The protest is submitted prior to the mailing
of anotice of alowance under § 1.311; and

(2) Theprotestiseither served upon the applicant
in accordance with § 1.248, or filed with the Office in
duplicate in the event serviceis not possible.

(b) Protests raising fraud or other inequitable con-
duct issues will be entered in the application file, generally
without comment on those issues. Protests which do not
adequately identify a pending patent application will be
returned to the protestor and will not be further considered
by the Office. A protest submitted in accordance with the
second sentence of paragraph () of this section will be
considered by the Office if the application is still pending
when the protest and application file are brought before the
examiner and it includes:

(1) A listing of the patents, publications, or other
information relied upon;

(2) A concise explanation of the relevance of
each listed item;

(3) A copy of each listed patent or publication or
other item of information in written form or at least the per-
tinent portions thereof; and

(4 An English language translation of al the
necessary and pertinent parts of any non-English language
patent, publication, or other item of information in written
form relied upon.

(¢) A member of the public filing a protest in an
application under paragraph (a) of this section will not
receive any communications from the Office relating to the
protest, other than the return of a self-addressed postcard
which the member of the public may include with the pro-
test in order to receive an acknowledgment by the Office
that the protest has been received. In the absence of a
reguest by the Office, an applicant has no duty to, and need
not, reply to a protest. The limited involvement of the
member of the public filing a protest pursuant to paragraph
(&) of this section ends with the filing of the protest, and no
further submission on behaf of the protestor will be con-
sidered, except for additional prior art, or unless such sub-
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mission raises new issues which could not have been earlier
presented.

[47 FR 21752, May 19, 1982, effective July 1, 1982;
paras. (a) and (c), 57 FR 2021, Jan. 17, 1992, effective Mar.
16, 1992; paras. (&) and (b) revised, 61 FR 42790, Aug. 19,
1996, effective Sept. 23, 1996; para. (c) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.292 Public use proceedings.

(8 When a petition for the institution of public use
proceedings, supported by affidavits or declarations is
found, on reference to the examiner, to make a prima facie
showing that the invention claimed in an application
believed to be on file had been in public use or on sale more
than one year before the filing of the application, a hearing
may be had before the Commissioner to determine whether
a public use proceeding should be instituted. If instituted,
the Commissioner may designate an appropriate officia to
conduct the public use proceeding, including the setting of
times for taking testimony, which shall be taken as pro-
vided by 88 1.671 through 1.685. The petitioner will be
heard in the proceedings but after decision therein will not
be heard further in the prosecution of the application for
patent.

(b) The petition and accompanying papers, or a
notice that such a petition has been filed, shall be entered in
the application fileif:

(1) The petition is accompanied by the fee set
forthin § 1.17(j);

(2) The petition is served on the applicant in
accordance with § 1.248, or filed with the Office in dupli-
cate in the event service is not possible; and

(3) The petition is submitted prior to the mailing
of anotice of allowance under § 1.311.

(c) A ptition for institution of public use proceed-
ings shall not be filed by a party to an interference as to an
application involved in the interference. Public use and on
sale issues in an interference shall be raised by a prelimi-
nary motion under § 1.633(a).

[42 FR 5595, Jan. 28, 1977; para. (), 47 FR 41279,
Sept. 17, 1982; paras. (a) and (c), 49 FR 48416, Dec. 12,
1984, effective Feb. 12, 1985; paras. (a) and (b) revised,
61 FR 42790, Aug. 19, 1996, effective Sept. 23, 1996]

§ 1.293 Satutory invention registration.

(8 Anapplicant for an origina patent may request,
at any time during the pendency of applicant's pending
complete application, that the specification and drawings
be published as a statutory invention registration. Any such
request must be signed by (1) the applicant and any
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assignee of record or (2) an attorney or agent of record in
the application.

(b)  Any request for publication of a statutory inven-
tion registration must include the following parts:

(1) A waiver of the applicant's right to receive a
patent on the invention claimed effective upon the date of
publication of the statutory invention registration;

(2) Therequired feefor filing arequest for publi-
cation of a statutory invention registration as provided for
in 8 1.17(n) or (0);

(3) A statement that, in the opinion of the
requester, the application to which the request is directed
meets the requirements of 35 U.S.C. 112; and

(4 A statement that, in the opinion of the
requester, the application to which the request is directed
complies with the formal regquirements of this part for print-
ing as a patent.

(0 A waiver filed with a request for a statutory
invention registration will be effective, upon publication of
the statutory invention registration, to waive the inventor's
right to receive a patent on the invention claimed in the
statutory invention registration, in any application for an
original patent which is pending on, or filed after, the date
of publication of the statutory invention registration. A
waiver filed with a request for a statutory invention
registration will not affect the rights of any other inventor
even if the subject matter of the statutory invention regis-
tration and an application of another inventor are com-
monly owned. A waiver filed with arequest for a statutory
invention registration will not affect any rights in a patent
to the inventor which issued prior to the date of publication
of the statutory invention registration unless a reissue appli-
cation is filed seeking to enlarge the scope of the claimsof
the patent. See also § 1.104(c)(5).

[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985;
para. (c) revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]

§ 1.294 Examination of request for publication of a
statutory invention registration and patent
application to which therequest is directed.

(& Anyrequest for a statutory invention registration
will be examined to determine if the requirements of
§1.293 have been met. The application to which the
request is directed will be examined to determine (1) if the
subject matter of the application is appropriate for publica-
tion, (2) if the requirements for publication are met, and (3)
if the requirements of 35 U.S.C. 112 and § 1.293 of this part
are met.

(b) Applicant will be notified of the results of the
examination set forth in paragraph (&) of this section. If the
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requirements of 8 1.293 and this section are not met by the
request filed, the notification to applicant will set a period
of time within which to comply with the reguirements in
order to avoid abandonment of the application. If the appli-
cation does not meet the requirements of 35 U.S.C. 112, the
notification to applicant will include a rejection under the
appropriate provisions of 35U.S.C. 112. The periods for
reply established pursuant to this section are subject to the
extension of time provisions of § 1.136. After reply by the
applicant, the application will again be considered for pub-
lication of a statutory invention registration. If the require-
ments of § 1.293 and this section are not timely met, the
refusal to publish will be made find. If the requirements of
35U.S.C.112 are not met, the reection pursuant to
35 U.S.C. 112 will be made final.

(c) If the examination pursuant to this section
results in approval of the request for a statutory invention
registration the applicant will be notified of the intent to
publish a statutory invention registration.

[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985;
para. (b) revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]

§ 1.295 Review of decision finally refusing to publish
a statutory invention registration.

(& Any requester who is dissatisfied with the final
refusal to publish a statutory invention registration for rea-
sons other than compliance with 35 U.S.C. 112 may obtain
review of the refusal to publish the statutory invention reg-
istration by filing a petition to the Commissioner accompa-
nied by the fee set forth in 8 1.17(h) within one month or
such other time as is set in the decision refusing publica-
tion. Any such petition should comply with the require-
ments of § 1.181(b). The petition may include arequest that
the petition fee be refunded if the final refusal to publish a
statutory invention registration for reasons other than com-
pliance with 35 U.S.C. 112 is determined to result from an
error by the Patent and Trademark Office.

(b)  Any requester who is dissatisfied with adecision
finally rglecting claims pursuant to 35 U.S.C. 112 may
obtain review of the decision by filing an appeal to the
Board of Patent Appeas and Interferences pursuant to
§1.191. If the decision rgecting claims pursuant to
35 U.S.C.112 is reversed, the request for a statutory inven-
tion registration will be approved and the registration pub-
lished if al of the other provisions of § 1.293 and this
section are met.

[50 FR 9382, Mar. 7, 1985, effective May 8, 1985]
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§ 1.296 Withdrawal of request for publication of stat-
utory invention registration.

A request for a statutory invention registration, which
has been filed, may be withdrawn prior to the date of the
notice of theintent to publish a statutory invention registra-
tion issued pursuant to § 1.294(c) by filing a request to
withdraw the request for publication of a statutory inven-
tion registration. The reguest to withdraw may a so include
a request for a refund of any amount paid in excess of the
application filing fee and a handling fee of $130.00 which
will be retained. Any reguest to withdraw the request for
publication of a statutory invention registration filed on or
after the date of the notice of intent to publish issued pursu-
ant to 8 1.294(c) must be in the form of a petition pursuant
to § 1.183 accompanied by the fee set forth in § 1.17(h).

[50 FR 9382, Mar. 7, 1985, effective date May 8, 1985;
revised, 54 FR 6893, Feb. 15, 1989, effective Apr. 17,
1989; 56 FR 65142, Dec. 13, 1991, effective Dec. 16,
1991]

§ 1.297 Publication of statutory invention registra-
tion.

(a8 If the request for a statutory invention registra-
tion is approved the statutory invention registration will be
published. The statutory invention registration will be
mailed to the requester at the correspondence address as
provided for in 8§ 1.33(a). A notice of the publication of
each statutory invention registration will be published in
the Official Gazette.

(b) Each statutory invention registration published
will include a statement relating to the attributes of a statu-
tory invention registration. The statement will read as fol-
lows:

A statutory invention registration is not a patent. It
has the defensive attributes of a patent but does not have
the enforceabl e attributes of a patent. No article or adver-
tisement or the like may use the term patent, or any term
suggestive of a patent, when referring to a statutory inven-
tion registration. For more specific information on the
rights associated with a statutory invention registration
see 35 U.S.C. 157.

[50 FR 9382, Mar. 7, 1985, effective May 8, 1985;
50 FR 31826, Aug. 6, 1985, effective Oct. 5, 1985]

REVIEW OF PATENT AND TRADEMARK
OFFICE DECISIONSBY COURT

§ 1.301 Appeal to U.S. Court of Appeals for the Fed-
eral Circuit.

Any applicant or any owner of a patent involved in a

reexamination proceeding dissatisfied with the decision of
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the Board of Patent Appeas and Interferences, and any
party to an interference dissatisfied with the decision of the
Board of Patent Appeals and Interferences, may appeal to
the U.S. Court of Appeds for the Federa Circuit. The
appellant must take the following steps in such an appeal:

(8 InthePatent and Trademark Office file awritten
notice of appea directed to the Commissioner (see
§8§1.302 and 1.304); and

(b) Inthe Court, file a copy of the notice of appeal,
and pay the fee for appeal, as provided by the rules of the
Court.

[47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982;
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; 50 FR
9383, Mar. 7, 1985, effective May 8, 1985; 54 FR 29552,
July 13, 1989, effective Aug. 20, 1989]

§ 1.302 Notice of appeal.

(8 When an appeal is taken to the U.S. Court of
Appeals for the Federa Circuit, the appellant shall give
notice thereof to the Commissioner within the time speci-
fiedin § 1.304.

(b) In interferences, the notice must be served as
provided in § 1.646.

() A notice of appeal, if mailed to the Office, shall
be addressed as follows: Box 8, Commissioner of Patents
and Trademarks, Washington, DC 20231.

[24 FR 10332, Dec. 22, 1959; para. (a), 47 FR 47381,
Oct. 26, 1982, effective Oct. 26, 1982; 49 FR 48416, Dec.
12, 1984, effective Feb. 11, 1985; 50 FR 9383, Mar. 7,
1985, effective May 8, 1985; para. (c) added, 53 FR 16414,
May 8, 1988]

§ 1.303 Civil action under 35 U.S.C. 145, 146, 306.

(8 Any applicant or any owner of a patent involved
in a reexamination proceeding dissatisfied with the deci-
sion of the Board of Patent Appeals and Interferences, and
any party dissatisfied with the decision of the Board of
Patent Appeals and Interferences may, instead of appealing
to the the U.S. Court of Appeas for the Federa Circuit
(8 1.301), have remedy by civil action under 35 U.S.C. 145
or 146, as appropriate. Such civil action must be com-
menced within the time specified in § 1.304.

(b) If anapplicant in an ex parte case or an owner of
a patent involved in a reexamination proceeding has taken
an appeal to the U.S. Court of Appeals for the Federal Cir-
cuit, he or she thereby waives his or her right to proceed
under 35 U.S.C. 145.

(c) If any adverse party to an apped taken to the
U.S. Court of Appealsfor the Federa Circuit by a defeated
party in an interference proceeding files notice with the
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Commissioner within twenty days &fter the filing of the
defeated party's notice of appeal to the court (8 1.302), that
he or she elects to have all further proceedings conducted
asprovidedin 35 U.S.C. 146, the notice of election must be
served as provided in § 1.646.

[47 FR 47381, Oct. 26, 1982, effective Oct. 26, 1982;
49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985; para.
(), 54 FR 29553, July 13, 1989, effective Aug. 20, 1989]

§ 1.304 Timefor appeal or civil action.

(a)(1) The time for filing the notice of appeal to the
U.S. Court of Appeals for the Federal Circuit (8 1.302) or
for commencing acivil action (§ 1.303) istwo months from
the date of the decision of the Board of Patent Appeals and
Interferences. If a request for rehearing or reconsideration
of the decision is filed within the time period provided
under § 1.197(b) or § 1.658(b), the time for filing an appea
or commencing a civil action shall expire two months after
action on the request. In interferences, the time for filing a
cross-appea or cross-action expires:

0] 14 days after service of the notice of appeal
or the summons and complaint; or
(i) Two months after the date of decision of

the Board of Patent Appeals and Interferences, whichever
is later.

(2) The time periods set forth in this section are
not subject to the provisions of §§ 1.136, 1.550(c) or 1.645
(a or (b).

(3) The Commissioner may extend the time for
filing an appeal or commencing acivil action:

(i)  For good cause shown if requested in writ-
ing before the expiration of the period for filing an appeal
or commencing acivil action, or

(i)  Upon written request after the expiration of
the period for filing an appea or commencing a civil action
upon a showing that the failure to act was the result of
excusable neglect.

(b)  The times specified in this section in days are
calendar days. The time specified herein in months are cal-
endar months except that one day shall be added to any
two-month period which includes February 28. If the last
day of the time specified for appeal or commencing a civil
action falls on a Saturday, Sunday or Federal holiday in the
District of Columbia, the time is extended to the next day
which is neither a Saturday, Sunday nor a Federal holiday.

(c) If adefeated party to an interference has taken
an appeal to the U.S. Court of Appeals for the Federal Cir-
cuit and an adverse party has filed notice under 35 U.S.C.
141€electing to have al further proceedings conducted
under 35 U.S.C. 146 (8 1.303(c)), the time for filing a civil
action thereafter is specified in 35 U.S.C. 141. Thetime for
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filing a cross-action expires 14 days after service of the
summons and complaint.

[41 FR 758, Jan. 5, 1976; para. (a) and (c), 47 FR
47382, Oct. 26, 1982; para. (a), 49 FR 556, Jan. 4, 1984,
effective Apr. 1, 1984; para. (a) 49 FR Dec. 12, 1984, effec-
tive Feb. 11, 1985; para. (a), 50 FR 9383, Mar. 7, 1985,
effective May 8, 1985; 54 FR 29553, July 13, 1989, effec-
tive Aug. 20, 1989; paras. (a) and (c) revised 58 FR 54494,
Oct. 22, 1993, effective Nov. 22, 1993; para. (a)(1) revised,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

ALLOWANCE AND ISSUE OF PATENT

§ 1.311 Notice of Allowance.

(& If, on examination, it shall appear that the appli-
cant is entitled to a patent under the law, a notice of allow-
ance will be sent to applicant at the correspondence address
indicated in 8§ 1.33 calling for the payment of a specified
sum constituting the issue fee (8§ 1.18) which shall be paid
within 3 months from the date of the mailing of the notice
of alowance.

(b)  Anauthorization to charge the issue fee (§ 1.18)
to a deposit account may be filed in an individua applica-
tion, either before or after mailing of the notice of allow-
ance. Where an authorization to charge the issue fee to a
deposit account has been filed before the mailing of the
notice of alowance, the issue fee will be automatically
charged to the deposit account at the time of mailing the
notice of allowance.

[47 FR 41279, Sept. 17, 1982, effective Oct. 1, 1982]

§ 1.312 Amendmentsafter allowance.

(& Noamendment may be made as a matter of right
in an application after the mailing of the notice of allow-
ance. Any amendment pursuant to this paragraph filed
before the payment of the issue fee may be entered on the
recommendation of the primary examiner, approved by the
Commissioner, without withdrawing the case from issue.

(b)  Any amendment pursuant to paragraph (a) of
this section filed after the date the issue fee is paid must be
accompanied by a petition including the fee set forth in
§1.17(i) and a showing of good and sufficient reasons why
the amendment is necessary and was not earlier presented.
For reissue applications, see 8 1.175(b), which reguires a
supplemental oath or declaration to accompany the amend-
ment.

[Para. (b) revised, 58 FR 54504, Oct. 22, 1993, effec-
tive Jan. 3, 1994; para. (b) revised, 60 FR 20195, Apr. 25,
1995, effective June 8, 1995; para. (b) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]
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§ 1.313 Withdrawal from issue.

(8 Applications may be withdrawn from issue for
further action at the initiative of the Office or upon petition
by the applicant. Any such petition by the applicant must
include a showing of good and sufficient reasons why with-
drawa of the application is necessary and, if the reason for
the withdrawa is not the fault of the Office, must be
accompanied by the fee set forth in 8 1.17(i). If the applica-
tion is withdrawn from issue, a new notice of alowance
will be sent if the application is again allowed. Any amend-
ment accompanying a petition to withdraw an application
from issue must comply with the requirements of § 1.312.

(b)  When the issue fee has been paid, the applica
tion will not be withdrawn from issue for any reason
except:

(1) A mistake on the part of the Office;

(2) A violation of § 1.56 or illegality in the appli-
cation;

(3) Unpatentability of one or more claims;

(4) For interference; or

(5) For abandonment to permit consideration of
an information disclosure statement under § 1.97 in a con-
tinuing application.

[47 FR 41280, Sept. 17, 1982, effective Oct. 1, 1982;
para. (a), 54 FR 6893, Feb. 15, 1989, 54 FR 9432, March 7,
1989, effective Apr. 17, 1989; para. (b), 57 FR 2021, Jan.
17, 1992, effective Mar. 16, 1992; para. (a) revised, 60 FR
20195, Apr. 25, 1995, effective June 8, 1995]

§ 1.314 Issuanceof patent.

If payment of the issue fee is timely made, the patent
will issue in regular course unless the application is with-
drawn from issue (§ 1.313), or issuance of the patent is
deferred. Any petition by the applicant requesting a deferral
of the issuance of a patent must be accompanied by the fee
set forth in 8 1.17(i) and must include a showing of good
and sufficient reasons why it is necessary to defer issuance
of the patent.

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1,
1982; revised, 54 FR 6893, Feb. 15, 1989, effective Apr.
17, 1989; revised, 60 FR 20195, Apr. 25, 1995, effective
June 8, 1995]

§ 1.315 Delivery of patent.

The patent will be delivered or mailed upon issuance to
the correspondence address of record. See § 1.33(a).

[Revised, 61 FR 42790, Aug. 19, 1996, effective Sept.
23, 1996]
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§ 1.316 Application abandoned for failure to pay
issue fee.

If the issue fee is not paid within three months from the
date of the notice of alowance, the application will be
regarded as abandoned. Such an abandoned application will
not be considered as pending before the Patent and Trade-
mark Office.

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1,
1982; paras. (b)-(d) amended, paras. (e) and (f) added,
58 FR 44277, Aug. 20, 1993, effective Sept. 20, 1993; para.
(d) revised, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

§ 1.317 Lapsed patents, delayed payment of balance
of issuefee.

If the issue fee paid is the amount specified in the notice
of allowance, but a higher amount is required at the time
the issue fee is paid, any remaining baance of the issue fee
is to be paid within three months from the date of notice
thereof and, if not paid, the patent will lapse at the termina
tion of the three-month period.

[47 FR 41280, Sept. 17, 1982, effective date Oct. 1,
1982; paras. (a) - (d) amended, paras. () & (f) added,
58 FR 44277, Aug. 20, 1993, effective Sept. 20, 1993; para.
(d) amended, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

§ 1.318 [Reserved]

[43 FR 20465, May 11, 1978; removed and reserved,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

DISCLAIMER

§ 1.321 Satutory disclaimers, including terminal dis-
claimers.

(8 A patentee owning the whole or any sectional
interest in a patent may disclam any complete claim or
claims in a patent. In like manner any patentee may dis-
claim or dedicate to the public the entire term, or any termi-
nal part of the term, of the patent granted. Such disclai mer
is binding upon the grantee and its successors or assigns. A
notice of the disclaimer is published in the Official Gazette
and attached to the printed copies of the specification. The
disclaimer, to be recorded in the Patent and Trademark
Office, must:
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(1) Besigned by the patentee, or an attorney or
agent of record;

(2) Identify the patent and complete claim or
claims, or term being disclaimed. A disclaimer which is not
adisclaimer of acomplete claim or claims, or term will be
refused recordation;

(3) State the present extent of patentee's owner-
ship interest in the patent; and

(49 Be accompanied by the fee set forth in
§1.20(d).

(b)  An applicant or assignee may disclaim or dedi-
cate to the public the entire term, or any terminal part of the
term, of a patent to be granted. Such terminal disclaimer is
binding upon the grantee and its successors or assigns. The
terminal disclaimer, to be recorded in the Patent and Trade-
mark Office, must:

(1) Besigned:
(i) By theapplicant, or
(if)  If thereis an assignee of record of an undi-
vided part interest, by the applicant and such assignee, or

(iii) If there is an assignee of record of the
entire interest, by such assignee, or

(iv) By an attorney or agent of record;

(2) Specify the portion of the term of the patent
being disclaimed;

(3) State the present extent of applicant's or
assignee's ownership interest in the patent to be granted,
and

(49 Be accompanied by the fee set forth in
§1.20(d).

(c) A termind disclaimer, when filed to obviate a
judicially created double patenting regjection in a patent
application or in areexamination proceeding, must:

(1) Comply with the provisions of paragraphs
(b)(2) through (b)(4) of this section;

(20 Be signed in accordance with paragraph
(b)(1) of this section if filed in a patent application or in
accordance with paragraph (a)(1) of thissection if filedin a
reexamination proceeding; and

(3) Include aprovision that any patent granted on
that application or any patent subject to the reexamination
proceeding shall be enforceable only for and during such
period that said patent is commonly owned with the appli-
cation or patent which formed the basis for the rejection.

[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982;
revised, 58 FR 54504, Oct. 22, 1993, effective Jan. 3, 1994;
para. (c) revised, 61 FR 42790, Aug. 19, 1996, effective
Sept. 23, 1996]
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CORRECTION OF ERRORS IN PATENT

§ 1.322 Certificate of correction of Office mistake.

(& A certificate of correction under 35 U.S.C. 254
may be issued at the request of the patentee or the paten-
tee's assignee. Such certificate will not be issued at the
request or suggestion of anyone not owning an interest in
the patent, nor on motion of the Office, without first notify-
ing the patentee (including any assignee of record) and
affording the patentee an opportunity to be heard. When the
request relates to a patent involved in an interference, the
request shall comply with the requirements of this section
and shall be accompanied by a motion under § 1.635.

(b) If the nature of the mistake on the part of the
Office is such that a certificate of correction is deemed
inappropriate in form, the Commissioner may issue a cor-
rected patent in lieu thereof as a more appropriate form for
certificate of correction, without expense to the patentee.

[24 FR 10332, Dec. 22, 1959; 34 FR 5550, Mar. 22,
1969; para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb.
11, 1985]

§ 1.323 Certificate of correction of applicant's mis-
take.

Whenever a mistake of aclerical or typographical nature
or of minor character which was not the fault of the Office,
appearsin a patent and a showing is made that such mistake
occurred in good faith, the Commissioner may, upon pay-
ment of the fee set forth in § 1.20(a), issue a certificate, if
the correction does not involve such changes in the patent
as would constitute new matter or would require reexami-
nation. A request for a certificate of correction of a patent
involved in an interference shall comply with the require-
ments of this section and shall be accompanied by a motion
under § 1.635.

[34 FR 5550, Mar. 22, 1969; 49 FR 48416, Dec. 12,
1984, effective Feb. 11, 1985]

§ 1.324 Correction of inventorship in patent.

(& Whenever through error a person is named in an
issued patent as the inventor, or through error an inventor is
not named in an issued patent and such error arose without
any deceptive intention on his or her part, the Commis-
sioner may, on petition, or on order of a court before which
such matter is called in question, issue a certificate naming
only the actual inventor or inventors. A petition to correct
inventorship of a patent involved in an interference must
comply with the requirements of this section and must be
accompanied by a motion under § 1.634.
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(b) Any petition pursuant to paragraph (a) of this
section must be accompanied by:

(1) A statement from each person who is being
added as an inventor and from each person who is being
deleted as an inventor that the inventorship error occurred
without any deceptive intention on his or her part;

(2) A statement from the current named inventors
who have not submitted a statement under paragraph (b)(1)
of this section either agreeing to the change of inventorship
or stating that they have no disagreement in regard to the
reguested change;

(3) A statement from all assignees of the parties
submitting a statement under paragraphs (b)(1) and (b)(2)
of this section agreeing to the change of inventorship in the
patent, which statement must comply with the requirements
of § 3.73(b) of this chapter; and

(4) Thefeeset forthin § 1.20(b).

[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982;
48 FR 2713, Jan. 20, 1983, effective Feb. 27, 1983; 49 FR
48416, Dec. 12, 1984, 50 FR 23123, May 31, 1985, effec-
tive Feb. 11, 1985; revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 1.325 Other mistakes not corrected.

Mistakes other than those provided for 88 in 1.322,
1.323, 1.324, and not affording legal grounds for reissue or
for reexamination, will not be corrected after the date of the
patent.

[48 FR 2714, Jan. 20, 1983, effective date Feb. 27,
1983]

ARBITRATION AWARDS

§ 1.331 [Reserved]

[24 FR 10332, Dec. 22, 1959; 43 FR 20465, May 11,
1978; 47 FR 41281, Sept. 17, 1982; deleted, 57 FR 29642,
July 6, 1992, effective Sept. 4, 1992]

§ 1.332 [Reserved]

[47 FR 41281, Sept. 17, 1982; deleted, 57 FR 29642,
July 6, 1992, effective Sept. 4, 1992]

§ 1.333 [Reserved]

[Deleted, 57 FR 29642, duly 6, 1992, effective Sept. 4,
1992]

R-74



PATENT RULES

§ 1.334 [Reserved]

[47 FR 41281, Sept. 17, 1982, effective Oct. 1, 1982;
para. (c), 54 FR 6893, Feb. 15, 1989, effective Apr. 17,
1989; deleted, 57 FR 29642, July 6, 1992, effective Sept. 4,
1992]

§ 1.335 Filing of notice of arbitration awards.

(8  Written notice of any award by an arbitrator pur-
suant to 35 U.S.C. 294 must be filed in the Patent and
Trademark Office by the patentee or the patentee's assignee
or licensee. If the award involves more than one patent a
separate notice must be filed for placement in the file of
each patent. The notice must set forth the patent number,
the names of the inventor and patent owner, and the names
and addresses of the parties to the arbitration. The notice
must al so include a copy of the award.

(b) If an award by an arbitrator pursuant to
35 U.S.C. 294 is modified by a court, the party reguesting
the modification must file in the Patent and Trademark
Office, anotice of the modification for placement in thefile
of each patent to which the modification applies. The notice
must set forth the patent number, the names of the inventor
and patent owner, and the names and addresses of the par-
ties to the arbitration. The notice must aso include a copy
of the court's order modifying the award.

(¢ Any award by an arbitrator pursuant to
35U.S.C. 294 shall be unenforceable until any notices
required by paragraph (a) or (b) of this section are filed in
the Patent and Trademark Office. If any required notice is
not filed by the party designated in paragraph (a) or (b) of
this section, any party to the arbitration proceeding may file
such anotice.

[48 FR 2718, Jan. 20, 1983, effective Feb. 8, 1983]

AMENDMENT OF RULES

§ 1.351 Amendmentsto ruleswill be published.

All amendments to the regulations in this part will
be published in the Official Gazette and in the Federal Reg-
ister.

§ 1.352 [Reserved]

[Para. (a) amended, 58 FR 54504, Oct. 22, 1993, effec-
tive Jan. 3, 1994; removed and reserved, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997]
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MAINTENANCE FEES

§ 1.362 Timefor payment of maintenance fees.

(& Maintenance fees as set forth in 88 1.20(e)
through (g) are required to be paid in all patents based on
applications filed on or after December 12, 1980, except as
noted in paragraph (b) of this section, to maintain a patent
in force beyond 4, 8 and 12 years after the date of grant.

(b) Maintenance fees are not required for any plant
patents or for any design patents. Maintenance fees are not
required for a reissue patent if the patent being reissued did
not require maintenance fees.

(c) The application filing dates for purposes of pay-
ment of maintenance fees are asfollows:

(1) For an application not claiming benefit of an
earlier application, the actual United States filing date of
the application.

(2)  For an application claiming benefit of an ear-
lier foreign application under 35 U.S.C. 119, the United
States filing date of the application.

(3) For acontinuing (continuation, division, con-
tinuation-in-part) application claiming the benefit of a prior
patent application under 35 U.S.C. 120, the actual United
States filing date of the continuing application.

(4 For areissue application, including a continu-
ing reissue application claiming the benefit of a reissue
application under 35 U.S.C. 120, the United States filing
date of the original non-reissue application on which the
patent reissued is based.

(5) For an international application which has
entered the United States as a Designated Office under
35 U.S.C. 371, the international filing date granted under
Article 11(1) of the Patent Cooperation Treaty which is
considered to be the United States filing date under
35U.S.C. 363.

(d) Maintenance fees may be paid in patents without
surcharge during the periods extending respectively from:

(1) 3 years through 3 years and 6 months after
grant for the first maintenance fee,

(2) 7 years through 7 years and 6 months after
grant for the second maintenance fee, and

(3) 11 yearsthrough 11 years and 6 months after
grant for the third maintenance fee.

(60 Maintenance fees may be paid with the sur-
charge set forth in § 1.20(h) during the respective grace
periods after:

(1) 3 yearsand 6 months and through the day of
the 4th anniversary of the grant for the first maintenance
fee.

(2) 7 years and 6 months and through the day of
the 8th anniversary of the grant for the second maintenance
fee, and
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(3) 11 years and 6 months and through the day of
the 12th anniversary of the grant for the third maintenance
fee.

(f) If the last day for paying a maintenance fee
without surcharge set forth in paragraph (d) of this section,
or the last day for paying a maintenance fee with surcharge
set forth in paragraph (€) of this section, fallson a Saturday,
Sunday, or afederal holiday within the District of Colum-
bia, the maintenance fee and any necessary surcharge may
be paid under paragraph (d) or paragraph (€) respectively
on the next succeeding day which is not a Saturday, Sun-
day, or Federa holiday.

(g) Unless the maintenance fee and any applicable
surcharge is paid within the time periods set forth in para-
graphs (d), (e) or (f) of this section, the patent will expire as
of the end of the grace period set forth in paragraph (e) of
this section. A patent which expires for the failure to pay
the maintenance fee will expire at the end of the same date
(anniversary date) the patent was granted in the 4th, 8th, or
12th year after grant.

(h)  Theperiods specified in §81.362 (d) and (€) with
respect to areissue application, including a continuing reis-
sue application thereof, are counted from the date of grant
of the original non-reissue application on which the reis-
sued patent is based.

[49 FR 34724, Aug. 31, 1984, added effective Nov. 1,
1984, paras. (a) and (€), 56 FR 65142, Dec. 13, 1991, effec-
tive Dec. 16, 1991; paras. (c)(4) and (e) revised and para.
(h) added, 58 FR 54504, Oct. 22, 1993, effective Jan. 3,
1994]

§ 1.363 Feeaddressfor maintenance fee purposes.

(&  All notices, receipts, refunds, and other commu-
nications relating to payment or refund of maintenance fees
will be directed to the correspondence address used during
prosecution of the application as indicated in § 1.33(a)
unless:

(1) A fee address for purposes of payment of
maintenance fees is set forth when submitting the issue feg,
or

(2) A change in the correspondence address for
all purposesisfiled after payment of the issue fee, or

(3) A feeaddressor achangein the “fee address’
isfiled for purposes of receiving notices, receipts and other
correspondence relating to the payment of maintenance
fees after the payment of the issue fee, in which instance,
the latest such address will be used.

(b)  An assignment of a patent application or patent
does not result in a change of the “correspondence address”
or “fee address” for maintenance fee purposes.
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[49 FR 34725, Aug. 31, 1984, added effective Nov. 1,
1984]

§ 1.366 Submission of maintenance fees.

(8 The patentee may pay maintenance fees and any
necessary surcharges, or any person or organization may
pay maintenance fees and any necessary surcharges on
behalf of a patentee. Authorization by the patentee need not
be filed in the Patent and Trademark Office to pay mainte-
nance fees and any necessary surcharges on behalf of the
patentee.

(b) A maintenance fee and any necessary surcharge
submitted for a patent must be submitted in the amount due
on the date the maintenance fee and any necessary sur-
charge are paid. A maintenance fee or surcharge may be
paid in the manner set forth in § 1.23 or by an authorization
to charge a deposit account established pursuant to § 1.25.
Payment of a maintenance fee and any necessary surcharge
or the authorization to charge a deposit account must be
submitted within the periods set forth in § 1.362(d), (e), or
(f). Any payment or authorization of maintenance fees and
surcharges filed at any other time will not be accepted and
will not serve as a payment of the maintenance fee except
insofar as a delayed payment of the maintenance fee is
accepted by the Commissioner in an expired patent pursu-
ant to a petition filed under § 1.378. Any authorization to
charge a deposit account must authorizethe immediate
charging of the maintenance fee and any necessary
surcharge to the deposit account. Payment of |ess than the
required amount, payment in a manner other than that set
forth 8 1.23, or in the filing of an authorization to charge a
deposit account having insufficient funds will not consti-
tute payment of a maintenance fee or surcharge on a patent.
The procedures set forth in § 1.8 or § 1.10 may be utilized
in paying maintenance fees and any necessary surcharges.

(¢) In submitting maintenance fees and any neces-
sary surcharges, identification of the patents for which
maintenance fees are being paid must include the follow-
ing:

(1) The patent number; and

(2) The application number of the United States
application for the patent on which the maintenance fee is
being paid.

(d) Payment of maintenance fees and any sur-
charges should identify the fee being paid for each patent as
to whether it is the 3 1/2-, 7 1/2-, or 11 1/2-year fee,
whether small entity statusis being changed or claimed, the
amount of the maintenance fee and any surcharge being
paid, and any assigned customer number. If the mainte-
nance fee and any necessary surcharge is being paid on a
reissue patent, the payment must identify the reissue patent
by reissue patent number and reissue application number as
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required by paragraph (c) of this section and should also
include the original patent number.

(e) Maintenance fee payments and surcharge pay-
ments relating thereto must be submitted separate from any
other payments for fees or charges, whether submitted in
the manner set forth in § 1.23 or by an authorization to
charge a deposit account. If maintenance fee and surcharge
payments for more than one patent are submitted together,
they should be submitted on as few sheets as possible with
the patent numbers listed in increasing patent number order.
If the payment submitted is insufficient to cover the main-
tenance fees and surcharges for al the listed patents, the
payment will be applied in the order the patents are listed,
beginning at the top of the listing.

(f)  Notification of any change in status resulting in
loss of entitlement to small entity status must be filed in a
patent prior to paying, or at the time of paying, the earliest
maintenance fee due after the date on which status as a
small entity isno longer appropriate. See § 1.28(b).

(9) Maintenance feesand surcharges relating thereto
will not be refunded except in accordance with §81.26 and
1.28(a).

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1,
1984; para. (b) amended, 58 FR 54494, Oct. 22, 1993,
effective Nov. 22, 1993; paras. (b) - (d) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.377 Review of decision refusing to accept and
record payment of a maintenance fee filed
prior to expiration of patent.

(8 Any patentee who is dissatisfied with the refusal
of the Patent and Trademark Office to accept and record a
maintenance fee which was filed prior to the expiration of
the patent may petition the Commissioner to accept and
record the maintenance fee.

(b) Any petition under this section must be filed
within 2 months of the action complained of, or within such
other time as may be set in the action complained of, and
must be accompanied by the fee set forth in § 1.17(h). The
petition may include a request that the petition fee be
refunded if the refusal to accept and record the maintenance
fee is determined to result from an error by the Patent and
Trademark Office.

() Any petition filed under this section must com-
ply with the requirements of § 1.181(b) and must be signed
by an attorney or agent registered to practice before the
Patent and Trademark Office, or by the patentee, the
assignee, or other party in interest.

[49 FR 34725, Aug. 31, 1984, added effective Nov. 1,
1984; para. (c) revised, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]
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§ 1.378 Acceptance of delayed payment of mainte-
nance fee in expired patent to reinstate
patent.

(8 The Commissioner may accept the payment of
any maintenance fee due on a patent after expiration of the
patent if, upon petition, the delay in payment of the mainte-
nance fee is shown to the satisfaction of the Commissioner
to have been unavoidable (paragraph (b) of this section) or
unintentional (paragraph (c) of this section) and if the sur-
charge required by § 1.20(i) is paid as a condition of
accepting payment of the maintenance fee. If the Commis-
sioner accepts payment of the maintenance fee upon peti-
tion, the patent shall be considered as not having expired,
but will be subject to the conditions set forth in 35 U.S.C.
41(c)(2).

(b)  Any petition to accept an unavoidably delayed
payment of a maintenance fee filed under paragraph (a) of
this section must include:

(1) The required maintenance fee set forth in
§ 1.20 (e) through (g);

(2) Thesurcharge set forth in § 1.20(i)(1); and

(3) A showing that the delay was unavoidable
since reasonable care was taken to ensure that the mainte-
nance fee would be paid timely and that the petition was
filed promptly after the patentee was notified of, or other-
wise became aware of, the expiration of the patent. The
showing must enumerate the steps taken to ensure timely
payment of the maintenance fee, the date and the manner in
which patentee became aware of the expiration of the
patent, and the steps taken to file the petition promptly.

(c) Any petition to accept an unintentionally
delayed payment of a maintenance fee filed under para-
graph (a) of this section must be filed within twenty-four
months after the six-month grace period provided in
§ 1.362(e) and must include:

(1) The required maintenance fee set forth in
§ 1.20 (e) through (9);

(2) Thesurcharge set forth in § 1.20(i)(2); and

(3) A statement that the delay in payment of the
maintenance fee was unintentional.

(d) Any petition under this section must be signed
by an attorney or agent registered to practice before the
Patent and Trademark Office, or by the patentee, the
assignee, or other party in interest.

(e) Reconsideration of a decision refusing to accept
amaintenance fee upon petition filed pursuant to paragraph
(a) of this section may be obtained by filing a petition for
reconsideration within two months of, or such other time as
set in, the decision refusing to accept the delayed payment
of the maintenance fee. Any such petition for reconsidera-
tion must be accompanied by the petition fee set forth in
§1.17(h). After decision on the petition for reconsidera-
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tion, no further reconsideration or review of the matter will
be undertaken by the Commissioner. If the delayed pay-
ment of the maintenance fee is not accepted, the mainte-
nance fee and the surcharge set forth in § 1.20(i) will be
refunded following the decision on the petition for recon-
sideration, or after the expiration of the time for filing such
a petition for reconsideration, if noneisfiled. Any petition
fee under this section will not be refunded unless therefusal
to accept and record the maintenance fee is determined to
result from an error by the Patent and Trademark Office.

[49 FR 34726, Aug. 31, 1984, added effective Nov. 1,
1984; para. (a), 50 FR 9383, Mar.7, 1985, effective May 8,
1985; paras. (b) and (c), 53 FR 47810, Nov. 28, 1988,
effective Jan. 1, 1989; paras. (a) - (c) and (), 56 FR 65142,
Dec. 13, 1991, effective Dec. 16, 1991; paras. (a) - (c) and
(e), 58 FR 44277, Aug. 20, 1993, effective Sept. 20, 1993;
para. (d) revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]

Subpart C — International Processing
Provisions

GENERAL INFORMATION

§ 1.401 Definitions of terms under the Patent Coop-
eration Treaty.

(8 The abbreviation PCT and the term Treaty mean
the Patent Cooperation Treaty.

(b) International Bureau means the World Intellec-
tual Property Organization located in Geneva, Switzerland.

(c) Administrative Instructions means that body of
instructions for operating under the Patent Cooperation
Treaty referred toin PCT Rule 89.

(d) Request, when capitalized, means that element
of the international application described in PCT Rules 3
and 4.

(e) International application, as used in this sub-
chapter isdefined in § 1.9(b).

(f)  Priority date for the purpose of computing time
limits under the Patent Cooperation Treaty is defined in
PCT Art. 2(xi). Note also § 1.465.

(9) Demand, when capitalized, means that docu-
ment filed with the International Preliminary Examining
Authority which requests an international preliminary
examination.

(h)  Annexes means amendments made to the claims,
description or the drawings before the International Prelim-
inary Examining Authority.

(i)  Other terms and expressions in this subpart C
not defined in this section are to be taken in the sense indi-
cated in PCT Art. 2 and 35 U.S.C. 351.
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[43 FR 20466, May 11, 1978; 52 FR 20047, May 28,
1987]

§ 1412 TheUnited Sates Receiving Office.

(8 The United States Patent and Trademark Office
is a Receiving Office only for applicants who are residents
or nationals of the United States of America.

(b) The Patent and Trademark Office, when acting
as a Receiving Office, will be identified by the full title
“United States Receiving Office” or by the abbreviation
“RO/US.”

(c) The maor functions of the Receiving Office
include:

(1) According of internationa filing dates to
international applications meeting the requirements of PCT
Art. 11(1) and PCT Rule 20;

(2) Assuring that international applications meet
the standards for format and content of PCT Art. 14(1),
PCT Rule 9, 26, 29.1, 37, 38, 91, and portions of PCT
Rules 3through 11;

(3) Collecting and, when required, transmitting
fees due for processing international applications (PCT
Rule 14, 15, 16);

(4) Transmitting the record and search copies to
the International Bureau and International Searching
Authority, respectively (PCT Rules 22 and 23); and

(5) Determining compliance with applicable
requirements of part 5 of this chapter.

(6) Reviewing and, unless prescriptions concern-
ing national security prevent the application from being so
transmitted (PCT Rule 19.4), transmitting the international
application to the International Bureau for processing in its
capacity as a Receiving Office:

(i)  Where the United States Receiving Office
is not the competent Receiving Office under PCT Rule 19.1
or 19.2 and § 1.421(a); or

(i)  Where the international application is not
in English but is in a language accepted under PCT Rule
12.1(a) by the International Bureau as a Receiving Office;
or

(iii) Where there is agreement and authoriza
tion in accordance with PCT Rule 19.4(a)(iii).

[Para. (c)(6) added, 60 FR 21438, May 2, 1995, effec-
tive June 1, 1995; para. (c)(6) revised, 63 FR 29614, June
1, 1998, effective July 1, 1998, 63 FR 66040, Dec. 1, 1998,
effective Dec. 1, 1998]

§ 1413 The United Sates International Searching
Authority.

(8 Pursuant to appointment by the Assembly, the

United States Patent and Trademark Office will act as an
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Internationa Searching Authority for international applica
tions filed in the United States Receiving Office and in
other Receiving Offices as may be agreed upon by the
Commissioner, in accordance with agreement between the
Patent and Trademark Office and the International Bureau
(PCT Art. 16(3)(b)).

(b) The Patent and Trademark Office, when acting
as an International Searching Authority, will be identified
by the full title “United States International Searching
Authority” or by the abbreviation “ISA/US.”

(c) Themagjor functions of the International Search-
ing Authority include:

(1) Approving or establishing the title and
abstract;

(2) Considering the matter of unity of invention;

(3) Conducting international and international-
type searches and preparing international and international-
type search reports (PCT Art. 15, 17 and 18, and PCT
Rules 25, 33to 45 and 47); and

(4) Transmitting the international search report to
the applicant and the International Bureau.

§ 1414 The United States Patent and Trademark
Office as a Designated Office or Elected
Office.

(8 The United States Patent and Trademark Office
will act as a Designated Office or Elected Office for inter-
national applications in which the United States of America
has been designated or elected as a State in which patent
protection is desired.

(b)  The United States Patent and Trademark Office,
when acting as a Designated Office or Elected Office dur-
ing international processing will be identified by the full
title “United States Designated Office” or by the abbrevia
tion “DO/US” or by the full title “United States Elected
Office” or by the abbreviation “EO/US.”

(c) Themajor functions of the United States Desig-
nated Office or Elected Office in respect to international
applications in which the United States of America has
been designated or elected, include:

(1) Receiving various natifications throughout
the international stage and

(2) Accepting for national stage examination
international applications which satisfy the requirements of
35U.S.C. 371

[52 FR 20047, May 28, 1987, effective July 1, 1987]

§ 1415 Thelnternational Bureau.

(8 The International Bureau is the World Intellec-
tual Property Organization located at Geneva, Switzerland.
It isthe international intergovernmental organization which
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acts as the coordinating body under the Treaty and the Reg-
ulations (PCT Art. 2 (xix) and 35 U.S.C. 351(h)).
(b)  The major functions of the International Bureau

include:

(1) Publishing of international applications and
the International Gazette;

(2) Transmitting copies of international applica-
tionsto Designated Offices;

(3) Storing and maintaining record copies; and

(4 Transmitting information to authorities perti-
nent to the processing of specific international applications.

§ 1.416 The United Sates International Preliminary
Examining Authority.

(8 Pursuant to appointment by the Assembly, the
United States Patent and Trademark Office will act as an
International Preliminary Examining Authority for interna-
tional applications filed in the United States Receiving
Office and in other Receiving Offices as may be agreed
upon by the Commissioner, in accordance with agreement
between the Patent and Trademark Office and the Interna-
tiona Bureau.

(b)  The United States Patent and Trademark Office,
when acting as an International Preliminary Examining
Authority, will be identified by the full title “United States
International Preliminary Examining Authority” or by the
abbreviation “IPEA/US.”

(c) Themajor functions of the Internationa Prelimi-
nary Examining Authority include:

(1) Receiving and checking for defects in the
Demand,;

(2) Forwarding Demands in accordance with
PCT Rule 59.3;

(3) Collecting the handling fee for the Interna-
tiona Bureau and the preliminary examination fee for the
United States International Preliminary Examining Author-
ity;

(4) Informing applicant of receipt of the Demand;

(5) Considering the matter of unity of invention;

(6) Providing an international preliminary exami-
nation report which is a non-binding opinion on the ques-
tions of whether the claimed invention appears: to be novel,
to involve an inventive step (to be nonobvious), and to be
industrially applicable; and

(7) Transmitting the international preliminary
examination report to applicant and the International
Bureau.

[Added 52 FR 20047, May 28, 1987; para. (c) revised,
63 FR 29614, June 1, 1998, effective July 1998, 63 FR
66040, Dec. 1, 1998, effective Dec. 1, 1998]
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§ 1.419 Display of currently valid control number
under the Paperwork Reduction Act.

(8 Pursuant to the Paperwork Reduction Act of
1995 (44 U.S.C. 3501 et seq.), the collection of information
in this subpart has been reviewed and approved by the
Office of Management and Budget under control number
0651-0021.

(b)  Notwithstanding any other provision of law, no
person is required to respond to nor shall a person be sub-
ject to a penalty for failure to comply with a collection of
information subject to the requirements of the Paperwork
Reduction Act unless that collection of information dis-
plays a currently valid Office of Management and Budget
control number. This section constitutes the display
required by 44 U.S.C. 3512(a) and 5 CFR 1320.5(b)(2)(i)
for the collection of information under Office of Manage-
ment and Budget control number 0651-0021 (see 5 CFR
1320.5(b)(2)(ii)(D)).

[Added, 63 FR 29614, June 1, 1998, effective July 1,
1998, 63 FR 66040, Dec. 1, 1998, effective Dec. 1, 1998]

WHO MAY FILE AN INTERNATIONAL
APPLICATION

§ 1.421 Applicant for international application.

(&  Only residents or nationals of the United States

of Americamay file international applicationsin

the United States Receiving Office. If an interna-
tiona application does not include an applicant who isindi-
cated as being aresident or national of the United States of
America, and at least one applicant:

(1) Has indicated a residence or nationality in a
PCT Contracting State, or

(2) Has no residence or nationality indicated,
applicant will be so notified and, if the international appli-
cation includes a fee amount equivalent to that required by
§ 1.445(a)(5), the international application will be for-
warded for processing to the International Bureau acting as
a Receiving Office. (See dso § 1.412(c)(6)).

(b)  Although the United States Receiving Office
will accept international applications filed by any resident
or national of the United States of Americafor international
processing, an international application designating the
United States of America will be accepted by the Patent
and Trademark Office for the national stage only if filed by
the inventor or as provided in 88 1.422, 1.423 or 1.425.

() Internationa applications which do not desig-
nate the United States of America may be filed by the
assignee or owner.

(d) The attorney or agent of the applicant may sign
the international application Request and file the interna-
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tional application for the applicant if the international
application when filed is accompanied by a separate power
of attorney to that attorney or agent from the applicant. The
separate power of attorney from the applicant may be sub-
mitted after filing if sufficient cause is shown for not sub-
mitting it at the time of filing. Note that paragraph (b) of
this section requires that the applicant be the inventor if the
United States of Americais designated.

(e) Any indication of different applicants for the
purpose of different Designated Offices must be shown on
the Reguest portion of the international application.

(f)  Changes in the person, name, or address of the
applicant of an international application shall be made in

accordance with PCT Rule 92°'S,
(9) Thewording of PCT Rule 929%S s as follows:

PCT Rule 92°' - Recording of Changes in Certain Indi-
cations in the Request or the Demand

92%SRecording of Changes by the International Bureau

(8 Thelnternationa Bureau shall, on the request of
the applicant or the receiving Office, record changes in the
following indications appearing in the request or demand:

(i) Person name, residence, nationality or
address of the applicant,

(i)  Person, name or address of the agent, the
common representative or the inventor.

(b) The International Bureau shall not record the
reguested change if the request for recording is received by
it after the expiration:

(i)  Of thetime limit referred to in Article 22(1),
where Article 39(1) is not applicable with respect to any
Contracting State;

(i) Of the time limit referred to in Article
39(2)(a), where Article 39(1) is applicable with respect to
at least one Contracting State.

[Paras. (f) and (g), 53 FR 47810, Nov. 28, 1988, effec-
tive Jan. 1, 1989; para. (a) amended, 60 FR 21438, May 2,
1995, effective June 1, 1995]

§ 1422 When theinventor isdead.

In case of the death of the inventor, the legal representa-
tive (executor, administrator, etc.) of the deceased inventor
may file an international application which designates the
United States of America

§ 1.423 When the inventor isinsane or legally inca-
pacitated.

In case an inventor is insane or otherwise legally in
capacitated, the legal representative (guardian, conservator,
etc.) of such inventor may file an international application
which designates the United States of America
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§ 1.424 Joint inventors.

Joint inventors must jointly file an international applica-
tion which designates the United States of America; the
signature of either of them alone, or less than the entire
number will be insufficient for an invention invented by
them jointly, except as provided in § 1.425.

§ 1.425 Filing by other than inventor.

Where an international application which designates the
United States of America is filed and where one or more
inventors refuse to sign the Request for the international
application or cannot be found or reached after diligent
effort, the Request need not be signed by such inventor if it
is signed by another applicant. Such international applica-
tion must be accompanied by a statement explaining to the
satisfaction of the Commissioner the lack of the signature
concerned.

[Revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

THE INTERNATIONAL APPLICATION

§ 1.431 International application requirements.

(& An international application shall contain, as
specified in the Treaty and the Regulations, a Request, a
description, one or more claims, an abstract, and one or
more drawings (where required). (PCT Art. 3(2) and Sec-
tion 207 of the Administrative Instructions.)

(b)  Aninternational filing date will be accorded by
the United States Receiving Office, at the time of receipt of
the international application, provided that:

(1) At least one applicant is a United States resi-
dent or national and the papersfiled at the time of receipt of
the international application so indicate (35 U.S.C. 361(a),
PCT Art. 11(1)(i)).

(2) Theinternational application isin the English
language (35 U.S.C. 361(c), PCT Art. 11(1)(ii)).

(3) Theinternational application contains at least
the following elements (PCT Art. 11(1)(iii)):

(i)  Anindication that it isintended as an inter-
national application (PCT Rule 4.2);

(i) Thedesignation of at least one Contracting
State of the International Patent Cooperation Union
(8 1.432);

(i) The name of the applicant, as prescribed
(note 881.421-1.424);

(iv) A part which on the face of it appears to be
a description; and

(v) A part which on the face of it appears to be
aclam.
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(c)  Payment of the basic portion of the international
fee (PCT Rule 15.2) and the transmittal and search fees
(8 1.445) may be made in full a the time the international
application papers required by paragraph (b) of this section
are deposited or within one month thereafter. The basic,
transmittal, and search fee payable is the basic, transmittal,
and search fee in effect on the receipt date of the interna-
tional application.

() If the basic, transmittal and search fees are
not paid within one month from the date of receipt of the
international application and prior to the sending of anotice
of deficiency, applicant will be notified and given one
month within which to pay the deficient fees plus a late
payment fee equal to the greater of:

(i)  Fifty percent of the amount of the deficient
fees up to a maximum amount equd to the basic fee; or
(i) An amount egual to the transmittal fee

(PCT Rule 16%'9).
(2) The one-month time limit set pursuant to this
paragraph to pay deficient fees may not be extended.

(d) If the payment needed to cover the transmittal
fee, the basic fee, the search fee, one designation fee and
the late payment fee pursuant to paragraph (c) of this sec-
tion is not timely made in accordance with PCT Rule

16bis.1(e), the Receiving Office will declare the interna-
tiona application withdrawn under PCT Article 14(3)(a).

[43 FR 20486, May 11, 1978; paras. (b), (c), (d) and
(e), 50 FR 9383, Mar. 7, 1985, effective May 8, 1985; para.
(d) amended, 52 FR 20047, May 28, 1987; paras. (b)(1),
(b)(3)(ii), (c) and (d) amended, para. (€) deleted, 58 FR
4335, Jan. 14, 1993, effective May 1, 1993; paras. (c) and
(d) revised, 63 FR 29614, June 1, 1998, effective July 1,
1998, 63 FR 66040, Dec. 1, 1998, effective Dec. 1, 1998]

§ 1.432 Designation of States and payment of desig-
nation and confirmation fees.

(8 Thedesignation of Statesincluding an indication
that applicant wishes to obtain a regiona patent, where
applicable, shall appear in the Request upon filing and must
be indicated as set forth in PCT Rule 4.9 and section 115 of
the Administrative Instructions. Applicant must specify at
least one national or regional designation on filing of the
international application for afiling date to be granted.

(b)  If the fees necessary to cover al the national and
regional designations specified in the Request are not paid
by the applicant within one year from the priority date or
within one month from the date of receipt of the interna-
tiona application if that month expires after the expiration
of one year from the priority date, applicant will be notified
and given one month within which to pay the deficient des-
ignation fees plus alate payment fee. The late payment fee
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shall be equa to the greater of fifty percent of the amount
of the deficient fees up to a maximum amount equal to the
basic fee, or an amount equal to the transmittal fee (PCT

Rule 16b'3. The one-month time limit set in the notification
of deficient designation fees may not be extended. Failure
to timely pay at least one designation fee will result in the
withdrawal of the international application.

(1) Theone designation fee must be paid:

(i)  Within one year from the priority date;

(i)  Within one month from the date of receipt
of the international application if that month expires after
the expiration of one year from the priority date; or

(i) With the late payment fee defined in this
paragraph within the time set in the notification of the defi-
cient designation fees or in accordance with PCT Rule
16'S 1(e).

(2) If after anotification of deficient designation
fees the applicant makes timely payment, but the amount
paid is not sufficient to cover the late payment fee and all
designation fees, the Receiving Office will, after alocating
payment for the basic, search, transmittal and late payment
fees, alocate the amount paid in accordance with PCT Rule

1618 1(c) and withdraw the unpaid designations. The noti-
fication of deficient designation fees pursuant to this para-
graph may be made simultaneously with any notification
pursuant to § 1.431(c).

(c) The amount payable for the designation fee set
forth in paragraph (b) is:

(1) Thedesignation feein effect on the filing date
of the internationa application, if such fee is paid in full
within one month from the date of receipt of the interna-
tional application;

(2) Thedesignation fee in effect on the date such
feeis paid in full, if such feeis paid in full later than one
month from the date of receipt of the international applica-
tion but within one year from the priority date;

(3) The designation fee in effect on the date one
year from the priority date, if the fee was due one year from
the priority date, and such fee is paid in full later than one
month from the date of receipt of the international applica-
tion and later than one year from the priority date; or

(4) The designation fee in effect on the interna-
tiona filing date, if the fee was due one month from the
international filing date and after one year from the priority
date, and such fee is paid in full later than one month from
the date of receipt of the international application and later
than one year from the priority date.

(d)  On filing the international application, in addi-
tion to specifying at least one national or regiona designa-
tion under PCT Rule 4.9(a), applicant may aso indicate
under PCT Rule 4.9(b) that all other designations permitted
under the Treaty are made.
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(1) Indication of other designations permitted by
the Treaty under PCT Rule 4.9(b) must be made in a state-
ment on the Request that any designation made under this
paragraph is subject to confirmation (PCT Rule 4.9(c)) not
later than the expiration of 15 months from the priority date
by:

(i) Filing a written notice with the United
States Receiving Office specifying the national and/or
regional designations being confirmed;

(i)  Paying the designation fee for each desig-
nation being confirmed; and

(iii) Paying the confirmation fee specified in
§ 1.445(a)(4).

(2)  Unconfirmed designations will be considered
withdrawn. If the amount submitted is not sufficient to
cover the designation fee and the confirmation fee for each
designation being confirmed, the Receiving Office will
allocate the amount paid in accordance with any priority of
designations specified by applicant. If applicant does not
specify any priority of designations, the allocation of the
amount paid will be made in accordance with PCT Rule

16°S.1(c).

[43 FR 20486, May 11, 1978; para. (b) amended 52 FR
20047, May 28, 1987; paras. (a), (b) amended and para. (c)
added, 58 FR 4335, Jan. 14, 1993, effective May 1, 1993;
paras. (b) and (c) revised, para. (d) added, 63 FR 29614,
June 1, 1998, effective July 1, 1998, 63 FR 66040, Dec. 1,
1998, effective Dec. 1, 1998]

§ 1.433 Physical requirements of international appli-
cation.

(8 The international application and each of the
documents that may be referred to in the check list of the
Request (PCT Rule 3.3(a)(ii)) shall be filed in one copy
only.

(b)  All sheets of the international application must
be on A4 size paper (21.0 x 29.7 cm.).

(c) Other physical requirements for international
applications are set forth in PCT Rule 11 and sections 201-
207 of the Administrative Instructions.

§ 1434 Therequest.

(8 The request shall be made on a standardized
form (PCT Rules 3 and 4). Copies of printed Request forms
are available from the Patent and Trademark Office. Letters
reguesting printed forms should be marked “Box PCT.”

(b) The Check List portion of the Request form
should indicate each document accompanying the interna
tional application on filing.

(¢) All information, for example, addresses, names
of States and dates, shall be indicated in the Request as
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required by PCT Rule 4 and Administrative Instructions
110 and 201.

(d) Internationa applications which designate the
United States of America shall include:

(1) Thename, address and signature of the inven-
tor, except as provided by 88§ 1.421(d), 1.422, 1.423 and
1.425;

(2) A reference to any copending national appli-
cation or international application designating the United
States of America, if the benefit of the filing date for the
prior copending application isto be claimed.

[Para. () amended, 58 FR 4335, Jan. 14, 1993, effec-
tive May 1, 1993]

§ 1435 Thedescription.

(8 The application must meet the requirements as
to the content and form of the description set forth in PCT
Rules 5, 9, 10, and 11 and sections 204 and 208 of the
Administrative Instructions.

(b) In internationa applications designating the
United States the description must contain upon filing an
indication of the best mode contemplated by the inventor
for carrying out the claimed invention.

[Para. (a) revised, 63 FR 29614, June 1, 1998, effective
July 1, 1998, 63 FR 66040, Dec. 1, 1998, effective Dec. 1,
1998]

8§ 1436 Theclaims.

The requirements as to the content and format of claims
are set forth in PCT Art. 6 and PCT Rules 6, 9, 10 and 11
and shall be adhered to. The number of the claims shall be
reasonable, considering the nature of the invention claimed.

§ 1437 Thedrawings.

(8 Subject to paragraph (b) of this section, when
drawings are necessary for the understanding of the inven-
tion, or are mentioned in the description, they must be part
of an international application as originaly filed in the
United States Receiving Office in order to maintain the
international filing date during the national stage (PCT Art.
7).

(b)  Drawings missing from the application upon fil-
ing will be accepted if such drawings are received within
30 days of the date of first receipt of the incomplete papers.
If the missing drawings are received within the 30-day
period, the international filing date shall be the date on
which such drawings are received. If such drawings are not
timely received, dl references to drawings in the interna-
tional application shall be considered non-existent (PCT
Art. 14(2), Administrative Instruction 310).
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(c) The physical requirements for drawings are set
forthin PCT Rule 11 and shall be adhered to.

§ 1.438 Theabstract.

(& Requirements as to the content and form of the
abstract are set forth in PCT Rule 8, and shall be adhered
to.

(b) Lack of an abstract upon filing of an interna-
tiona application will not affect the granting of a filing
date. However, failure to furnish an abstract within one
month from the date of the notification by the Receiving
Office will result in the international application being
declared withdrawn.

FEES
§ 1.445 International application filing, processing
and search fees.

(& Thefollowing fees and charges for international
applications are established by the Commissioner under the
authority of 35 U.S.C. 376:

(1) A transmittal fee (see 35 U.S.C. 361(d) and
PCT Rule 14) — $240.00

(2) A search fee (see 35 U.S.C. 361(d) and PCT
Rule 16):

(i)  Where a corresponding prior United States
National application filed under 35 U.S.C. 111(a) with the
filing fee under § 1.16(a) has been filed- 450.00

(i)  For al situations not provided for in para-
graph (a)(2)(i) of this section — 700.00

(3) A supplemental search fee when required, per
additional invention — 210.00

(4 A confirmation fee (PCT Rule 96) equal to
fifty percent of the sum of designation fees for the national
and regional designations being confirmed (8§ 1.432(d)).

(5) A feeequivalent to the transmittal feein para-
graph (a)(1) of this section for transmittal of an interna-
tiona application to the International Bureau for processing
in its capacity as a Receiving Office (PCT Rule 19.4).

(b) The basic fee and designation fee portion of the
international fee shall be as prescribed in PCT Rule 15.

[43 FR 20466, May 11, 1978; para. (a), 47 FR 41282,
Sept. 17, 1982, effective Oct. 1, 1982; para. (a)(4) - (6), 50
FR 9384, Mar. 7, 1985, effective May 8, 1985; 50 FR
31826, Aug. 6, 1985, effective Oct. 5, 1985; para. (a)
amended 52 FR 20047, May 28, 1987; paras. (a)(2) and (3),
54 FR 6893, Feb. 15, 1989, 54 FR 9432, March 7, 1989,
effective Apr. 17, 1989; para. (a), 56 FR 65142, Dec. 13,
1991, effective Dec. 27, 1991; para. (a), 57 FR 38190, Aug.
21, 1992, effective Oct. 1, 1992; para. (a)(4) added, 58 FR
4335, Jan. 14, 1993, effective May 1, 1993; paras. (a)(1)-

Rev. 1, Feb. 2000



§1.446

(3), 59 FR 43736, Aug. 25, 1994, effective Oct. 1, 1994;
para. (a)(5) added, 60 FR 21438, May 2, 1995, effective
June 1, 1995; para. (@) amended, 60 FR 41018, Aug. 11,
1995, effective Oct. 1, 1995; para. (@) amended, 61 FR
39585, July 30, 1996, effective Oct. 1, 1996; para. (a)
amended, 62 FR 40450, July 29, 1997, effective Oct. 1,
1997; para. (8) revised, 63 FR 29614, June 1, 1998, effec-
tive July 1,1998, 63 FR 66040, Dec. 1, 1998, effective Dec.
1, 1998]

§ 1.446 Refund of international application filing and
processing fees.

(8 Money paid for international application fees,
where paid by actual mistake or in excess, such as a pay-
ment not required by law or Treaty and its Regulations, will
be refunded.

(b) [Reserved]

(c) Refund of the supplementa search fees will be
made if such refund is determined to be warranted by the
Commissioner or the Commissioner's designee acting
under PCT Rule 40.2(c).

(d) The internationa and search fees will be
refunded if no international filing date is accorded or if the
application is withdrawn before transmittal of the record
copy to the International Bureau (PCT Rules 15.6 and
16.2). The search fee will be refunded if the application is
withdrawn before transmittal of the search copy to the
International Searching Authority. The transmittal fee will
not be refunded.

(6) The handling fee (§ 1.482(b)) will be refunded
(PCT Rule57.6) only if:

(1) The Demand is withdrawn before the
Demand has been sent by the International Preliminary
Examining Authority to the International Bureau, or

(2) The Demand is considered not to have been
submitted (PCT Rule 54.4(a)).

[43 FR 20466, May 11, 1978; para. (b), 47 FR 41282,
Sept. 17, 1982, effective Oct. 1, 1982; para.(b), 50 FR
9384, Mar. 7, 1985, effective May 8, 1985; 50 FR 31826,
Aug. 6, 1985, effective Oct. 5, 1985; para. (d) amended and
para. (e) added, 58 FR 4335, Jan. 14, 1993, effective May
1, 1993]

PRIORITY

§ 1.451 The priority claim and priority document in
an international application.
(8 Theclaim for priority must, subject to paragraph
(d) of this section, be made on the Request (PCT Rule 4.10)
in a manner complying with sections 110 and 115 of the
Administrative Instructions.
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(b)  Whenever the priority of an earlier United States
national application is claimed in an international applica-
tion, the applicant may request in a letter of transmittal
accompanying the international application upon filing
with the United States Receiving Office or in a separate let-
ter filed in the Receiving Office not later than 16 months
after the priority date, that the Patent and Trademark Office
prepare a certified copy of the national application for
transmittal to the International Bureau (PCT Article 8 and
PCT Rule 17). The fee for preparing a certified copy is
stated in § 1.19(b)(1).

(c) If acertified copy of the priority document is not
submitted together with the international application on fil-
ing, or, if the priority application was filed in the United
States and a request and appropriate payment for prepara-
tion of such a certified copy do not accompany the interna
tional application on filing or are not filed within 16
months of the priority date, the certified copy of the priority
document must be furnished by the applicant to the Interna-
tional Bureau or to the United States Receiving Office
within the time limit specified in PCT Rule 17.1(a).

(d) The applicant may correct or add a priority

claim in accordance with PCT Rule 267S.1.

[43 FR 20466, May 11, 1978; 47 FR 40140, Sept. 10,
1982, effective Oct. 1, 1982; para. (b), 47 FR 41282, Sept.
17, 1982, effective Oct. 1, 1982; paras. (b) & (c), 50 FR
9384, Mar. 7, 1985, effective May 8, 1985; para. (b), 54 FR
6893, Feb. 15, 1989, effective Apr. 17, 1989; para. (d)
amended, 58 FR 4335, Jan. 14, 1993, effective May 1,
1993; para. (a) revised, para. (d) added, 63 FR 29614, June
1, 1998, effective July 1, 1998, 63 FR 66040, Dec. 1, 1998,
effective Dec. 1, 1998]

REPRESENTATION

§ 1.455 Representation in international applications.
(8 Applicants of international applications may be
represented by attorneys or agents registered to practice
before the Patent and Trademark Office or by an applicant
appointed as a common representative (PCT Art. 49, Rules
4.8 and 90 and § 10.10). If applicants have not appointed an
attorney or agent or one of the applicants to represent them,
and there is more than one applicant, the applicant first
named in the request and who is entitled to file in the U.S.
Receiving Office shall be considered to be the common
representative of all the applicants. An attorney or agent
having the right to practice before a national office with
which an international application isfiled and for which the
United States is an International Searching Authority or
International Preliminary Examining Authority may be
appointed to represent the applicants in the international
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application before that authority. An attorney or agent may
appointan associ ate attorney or agent who shall also then be
of record (PCT Rule 90.1(d)). The appointment of an attor-
ney or agent, or of a common representative, revokes any
earlier appointment unless otherwise indicated (PCT Rule
90.6(b) and (c)).

(b) Appointment of an agent, attorney or common
representative (PCT Rule 4.8) must be effected either in the
Request form, signed by all applicants, or in a separate
power of attorney submitted either to the United States
Receiving Office or to the International Bureau.

(c) Powers of attorney and revocations thereof
should be submitted to the United States Receiving Office
until the issuance of the international search report.

(d) The addressee for correspondence will be as
indicated in section 108 of the Administrative Instructions.

[43 FR 20466, May 11, 1978; 50 FR 5171, Feb. 6,
1985, effective Mar. 8, 1985; para. (a) amended, 58 FR
4335, Jan. 14, 1993, effective May 1, 1993]

TRANSMITTAL OF RECORD COPY

§ 1.461 Procedures for transmittal of record copy to
the International Bureau.

(@ Transmittal of the record copy of the interna
tional application to the International Bureau shall be made
by the United States Receiving Office or as provided by
PCT Rule 19.4.

(b) [Reserved]

(c) No copy of an international application may be
transmitted to the International Bureau, a foreign Desig-
nated Office, or other foreign authority by the United States
Receiving Office or the applicant, unless the applicable
requirements of part 5 of this chapter have been satisfied.

[43 FR 20466, May 11, 1978; paras. (a) and (b), 50 FR
9384, Mar. 7, 1985, effective May 8, 1985; para. (d)
revised, 63 FR 29614, June 1, 1998, effective July 1, 1998,
63 FR 66040, Dec. 1, 1998, effective Dec. 1, 1998]

TIMING

§ 1.465 Timing of application processing based on the
priority date.

(8 For the purpose of computing time limits under
the Treaty, the priority date shal be defined asin PCT Art.
2(xi).

( )(b) When a claimed priority date is corrected or
added under PCT Rule 26°'S.1(a), or withdrawn under PCT
Rule 90P'S.3, or considered not to have been made under

PCT Rule 26”2, the priority date for the purposes of com-
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puting any non-expired time limits will be the date of the
earliest valid remaining priority claim of the international
application, or if none, the international filing date.

(0 When corrections under PCT Art. 11(2), Art.
14(2) or PCT Rule 20.2(a) (i) or (iii) are timely submitted,
and the date of receipt of such corrections fals later than
one year from the claimed priority date or dates, the

Receiving Office shall proceed under PCT Rule 26°'S.2.

[Paras. (b) and (c) revised, 63 FR 29614, June 1, 1998,
effective July 1, 1998, 63 FR 66040, Dec. 1, 1998, effective
Dec. 1, 1998]

§ 1.468 Delaysin meetingtimelimits.

Delays in meeting time limits during international pro-
cessing of international applications may only be excused
as provided in PCT Rule 82. For delays in meeting time
limitsin anational application, see § 1.137.

AMENDMENTS

§ 1.471 Correctionsand amendmentsduring interna-
tional processing.

(8 Except as otherwise provided in this paragraph,
all corrections submitted to the United States Receiving
Office or United States International Searching Authority
must be in English, in the form of replacement sheets in
compliance with PCT Rules 10 and 11, and accompanied
by a letter that draws attention to the differences between
the replaced sheets and the replacement sheets. Replace-
ment sheets are not required for the deletion of lines of text,
the correction of simple typographical errors, and one addi-
tion or change of not more than five words per sheet. These
changes may be stated in a letter and, if appropriate, the
United States Receiving Office will make the deletion or
transfer the correction to the international application, pro-
vided that such corrections do not adversely affect the clar-
ity and direct reproducibility of the application (PCT Rule
26.4). Amendments that do not comply with PCT Rules 10
and 11.1to 11.13 may not be entered.

(b)  Amendments of claims submitted to the Interna-
tional Bureau shall be as prescribed by PCT Rule 46.

[Para. (a) revised, 63 FR 29614, June 1, 1998, effective
July 1, 1998, 63 FR 66040, Dec. 1, 1998, effective Dec. 1,
1998]

§ 1.472 Changesin person, name, or address of appli-
cantsand inventors.

All requests for a change in person, name or address of

applicants and inventor should be sent to the United States

Receiving Office until the time of issuance of the interna-
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tiona search report. Thereafter requests for such changes
should be submitted to the International Bureau.

[43 FR 20466, May 11, 1978; redesignated at 52 FR
20047, May 28, 1987]

UNITY OF INVENTION

§ 1.475 Unity of invention before the International
Searching Authority, the International Pre-
liminary Examining Authority and during
the national stage.

(& Aninternationa and anational stage application
shall relate to oneinvention only or to agroup of inventions
so linked as to form a single general inventive concept
(“requirement of unity of invention”). Where a group of
inventions is claimed in an application, the requirement of
unity of invention shall be fulfilled only when there is a
technical relationship among those inventions involving
one or more of the same or corresponding special technical
features. The expression “specia technical features’ shall
mean those technical features that define a contribution
which each of the claimed inventions, considered as a
whole, makes over the prior art.

(b) Aninternational or a national stage application
containing claims to different categories of invention will
be considered to have unity of invention if the clams are
drawn only to one of the following combinations of catego-
ries:

(1) A product and a process specialy adapted for
the manufacture of said product; or

(2) A product and process of use of said product;
or

(3) A product, a process specially adapted for the
manufacture of the said product, and a use of the said prod-
uct; or

(4 A process and an apparatus or means specifi-
cally designed for carrying out the said process; or

(5) A product, a process specially adapted for the
manufacture of the said product, and an apparatus or means
specifically designed for carrying out the said process.

(c) If an application contains claims to more or less
than one of the combinations of categories of invention set
forth in paragraph (b) of this section, unity of invention
might not be present.

(d) If multiple products, processes of manufacture
or uses are claimed, the first invention of the category first
mentioned in the claims of the application and the first
recited invention of each of the other categories related
thereto will be considered as the main invention in the
claims, see PCT Article 17(3)(a) and § 1.476(c).
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(e) The determination whether a group of inven-
tionsis so linked as to form a single general inventive con-
cept shall be made without regard to whether the inventions
are claimed in separate claims or as alternatives within a
single claim.

[Added 52 FR 20047, May 28, 1987, effective July 1,
1987; paras. (a) - (e) amended and para. (f) deleted, 58 FR
4335, Jan. 14, 1993, effective May 1, 1993]

§ 1476 Determination of unity of invention before
the International Searching Authority.

(8) Before establishing the international search
report, the International Searching Authority will determine
whether the international application complies with the
regquirement of unity of invention as set forthin § 1.475.

(b) If the International Searching Authority consid-
ers that the internationa application does not comply with
the reguirement of unity of invention, it shall inform the
applicant accordingly and invite the payment of additional
fees (note § 1.445 and PCT Art. 17(3)(a) and PCT Rule
40). The applicant will be given a time period in accor-
dance with PCT Rule 40.3to pay the additional fees due.

(¢) In the case of non-compliance with unity of
invention and where no additiona fees are paid, the inter-
national search will be performed on the invention first
mentioned (“main invention”) in the claims.

(d) Lack of unity of invention may be directly evi-
dent before considering the claims in relation to any prior
art, or after taking the prior art into consideration, as where
a document discovered during the search shows the inven-
tion claimed in a generic or linking claim lacks novelty or
is clearly obvious, leaving two or more clams joined
thereby without a common inventive concept. In such a
case the International Searching Authority may raise the
objection of lack of unity of invention.

[43 FR 20466, May 11, 1978; redesignated and
amended at 52 FR 20047, May 28, 1987; para. (d)
amended, 58 FR 4335, Jan. 14, 1993, effective May 1,
1993]

§ 1.477 Protest tolack of unity of invention beforethe
I nter national Searching Authority.

(& If the applicant disagrees with the holding of
lack of unity of invention by the International Searching
Authority, additional fees may be paid under protest,
accompanied by a request for refund and a statement set-
ting forth reasons for disagreement or why the required
additional fees are considered excessive, or both (PCT Rule
40.2(c)).
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(b) Protest under paragraph (a) of this section
will be examined by the Commissioner or the Commis-
sioner's designee. In the event that the applicant's protest is
determined to be justified, the additiona fees or a portion
thereof will be refunded.

(c) An applicant who desires that a copy of the pro-
test and the decision thereon accompany the international
search report when forwarded to the Designated Offices
may notify the International Searching Authority to that
effect any time prior to the issuance of the international
search report. Thereafter, such notification should be
directed to the International Bureau (PCT Rule 40.2(c)).

[43 FR 20466, May 11, 1978; redesignated and
amended at 52 FR 20047, May 28, 1987]

INTERNATIONAL PRELIMINARY
EXAMINATION

§ 1480 Demand for international preliminary exami-
nation.

(& Onthefiling of aproper Demand in an applica-
tion for which the United States International Preliminary
Examining Authority is competent and for which the fees
have been paid, the internationa application shall be the
subject of an internationa preliminary examination. The
preliminary examination fee (§ 1.482(a)(1)) and the han-
dling fee (§ 1.482(b)) shall be due at the time of filing the
Demand.

(b) The Demand shal be made on a standardized
form. Copies of the printed Demand forms are available
from the Patent and Trademark Office. Letters requesting
printed Demand forms should be marked “Box PCT.”

(¢) If the Demand is made prior to the expiration of
the 19th month from the priority date and the United States
of Americais elected, the provisions of § 1.495 shall apply
rather than § 1.494.

(d)  Withdrawal of aproper Demand prior to the start
of the international preliminary examination will entitle
applicant to a refund of the preliminary examination fee
minus the amount of the transmitta fee set forth in
§ 1.445(a)(1).

[52 FR 20048, May 28, 1987; para. (d), 53 FR 47810,
Nov. 28, 1988, effective Jan. 1, 1989; para. (b) amended, 58
FR 4335, Jan. 14, 1993, effective May 1, 1993; para. (a)
revised, 63 FR 29614, June 1, 1998, effective July 1, 1998,
63 FR 66040, Dec. 1, 1998, effective Dec. 1, 1998]

§ 1481 Payment of international preliminary exami-
nation fees.

R-87

§1.482

(& The handling and preliminary examination fees
shall be paid within the time period set in PCT Rule 57.3.
The handling fee or preliminary examination fee payableis
the handling fee or preliminary examination fee in effect on
the date of receipt of the Demand except under PCT Rule
59.3(a) where the fee payable is the feein effect on the date
of arrival of the Demand at the United States International
Preliminary Examining Authority.

() If the handling and preliminary fees are not
paid within the time period set in PCT Rule 57.3, applicant
will be notified and given one month within which to pay
the deficient fees plus a late payment fee equal to the
greater of:

(i)  Fifty percent of the amount of the deficient
fees, but not exceeding an amount equal to double the han-
dling fee; or

(i)  Anamount equal to the handling fee (PCT
Rule 58bis.2).

(2) The one-month time limit set in this para-
graph to pay deficient fees may not be extended.

(b) If the payment needed to cover the handling and
preliminary examination fees, pursuant to paragraph (a) of
this section, is not timely made in accordance with PCT
Rule 58bis.1(d), the United States International Preliminary
Examination Authority will declare the Demand to be con-
sidered asif it had not been submitted.

[63 FR 29614, June 1, 1998, effective July 1, 1998,
63 FR 66040, Dec. 1, 1998, effective Dec. 1, 1998]

§ 1.482 International preliminary examination fees.
(& Thefollowing fees and charges for international
preliminary examination are established by the Commis-
sioner under the authority of 35 U.S.C. 376:
(1) A preliminary examination fee is due on fil-
ing the Demand:

()  Where an international search fee as set
forth in § 1.445(a)(2) has been paid on the international
application to the United States Patent and Trademark
Office as an Internationa Searching Authority, a prelimi-
nary examinationfeeof ..................... $490.00

(i)  Where the International Searching Author-
ity for the international application was an authority other
than the United States Patent and Trademark Office, a pre-
liminary examination feeof .................. $750.00

(2) An additional preliminary examination fee
when required, per additional invention:

(i)  Where the international Searching Author-
ity for the international application was the United States
Patent and Trademark Office................. $140.00

(i)  Where the International Searching Auth-
ority for the international application was an auth-
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ority other than the United States Patent and Trademark
Office . $260.00

(b) Thehandling fee is due on filing the Demand.
(35 U.S.C. 6, 376)

[52 FR 20048, May 28, 1987; para. (a), 54 FR 6893,
Feb. 15, 1989, effective Apr. 17, 1989; para. (a), 56 FR
65142, Dec. 13, 1991, effective Dec. 27, 1991; paras. (8)(1)
and (a)(2)(ii), 57 FR 38190, Aug. 21, 1992, effective Oct.
1, 1992; paras. (a)(2)(i) and (b) amended, 58 FR 4335, Jan.
14, 1993, effective May 1, 1993; paras. (a)(1) and (8)(2)(ii),
59 FR 43736, Aug. 25, 1994, effective Oct. 1, 1994; paras.
@), @(1)(ii), & (a)(2)(ii) amended, 60 FR 41018,
Aug. 11, 1995, effective Oct. 1, 1995; paras. (a)(1)(i),
(@) (i), and (a)(2)(ii) amended, 61 FR 39585, July 30,
1996, effective Oct. 1, 1996; paras. (a)(1)(i), (a)(2)(ii), and
(a)(2)(ii) amended, 62 FR 40450, July 29, 1997, effective
Oct. 1, 1997]

§ 1.484 Conduct of international preliminary exami-
nation.

(& An international preliminary examination will
be conducted to formulate a non-binding opinion as to
whether the claimed invention has novelty, involves an
inventive step (is non-obvious) and is industrially applica-
ble.

(b) Internationa preliminary examination will begin
promptly upon receipt of a proper Demand in an applica-
tion for which the United States International Preliminary
Examining Authority is competent, for which the fees for
international preliminary examination (§ 1.482) have been
paid, and which regquests examination based on the applica-
tion as filed or as amended by an amendment which has
been received by the United States International Prelimi-
nary Examining Authority. Where a Demand requests
examination based on a PCT Article 19 amendment which
has not been received, examination may begin at 20 months
without receipt of the PCT Article 19 amendment. Where a
Demand requests examination based on a PCT Article 34
amendment which has not been received, applicant will be
notified and given atime period within which to submit the
amendment.

(1) Examination will begin after the earliest of:
(i)  Receipt of the amendment;
(i) Receipt of applicant's statement that no
amendment will be made; or
(i) Expiration of the time period set in the
notification.
(2) No internationa preliminary examination
report will be established prior to issuance of an interna-
tiona search report.
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(¢) No international preliminary examination will
be conducted on inventions not previously searched by an
International Searching Authority.

(d The Internationa Preliminary Examining
Authority will establish a written opinion if any defect
exists or if the claimed invention lacks novelty, inventive
step or industrial applicability and will set a non-extendable
time limit in the written opinion for the applicant to reply.

() If no written opinion under paragraph (d) of this
section is necessary, or after any written opinion and the
reply thereto or the expiration of the time limit for reply to
such written opinion, an international preliminary examina-
tion report will be established by the International Prelimi-
nary Examining Authority. One copy will be submitted to
the International Bureau and one copy will be submitted to
the applicant.

(f)  An applicant will be permitted a personal or
telephone interview with the examiner, which must be con-
ducted during the non-extendable time limit for reply by
the applicant to a written opinion. Additional interviews
may be conducted where the examiner determines that such
additional interviews may be helpful to advancing the inter-
national preliminary examination procedure. A summary of
any such personal or telephone interview must be filed by
the applicant as a part of the reply to the written opinion or,
if applicant files no reply, be made of record in the file by
the examiner.

[52 FR 20049, May 28, 1987; para. (b) amended,
58 FR 4335, Jan. 14, 1993, effective May 1, 1993; paras.
(d)-(f) revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997; para. (b) revised, 63 FR 29614, June 1, 1998,
effective July 1, 1998, 63 FR 66040, Dec. 1, 1998, effective
Dec. 1, 1998]

§ 1485 Amendments by applicant during interna-
tional preliminary examination.

(8 The applicant may make amendments at the
time of filing the Demand. The applicant may also make
amendments within the time limit set by the International
Preliminary Examining Authority for reply to any notifica-
tion under § 1.484(b) or to any written opinion. Any such
amendments must:

(1) Bemade by submitting areplacement sheet in
compliance with PCT Rules 10 and 11.1to 11.13 for every
sheet of the application which differs from the sheet it
replaces unless an entire sheet is cancelled; and

(2) Include a description of how the replacement
sheet differs from the replaced sheet. Amendments that do
not comply with PCT Rules 10 and 11.1to 11.13 may not be
entered.
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(b) If an amendment cancels an entire sheet of the
international application, that amendment shall be commu-
nicated in aletter.

[Added 52 FR 20049, May 28, 1987; amended, 58 FR
4335, Jan. 14, 1993, effective May 1, 1993; para. (d)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997; para. (a) revised, 63 FR 29614, June 1, 1998, effec-
tive July 1, 1998, 63 FR 66040, Dec. 1, 1998, effective
Dec. 1, 1998]

§ 1488 Determination of unity of invention before
the International Preliminary Examining
Authority.

(8 Before establishing any written opinion or the
international preliminary examination report, the Interna-
tional Preliminary Examining Authority will determine
whether the international application complies with the
requirement of unity of invention as set forth in § 1.475.

(b) If the International Preliminary Examining
Authority considers that the international application does
not comply with the requirement of unity of invention, it
may:

(1) Issue awritten opinion and/or an international
preliminary examination report, in respect of the entire
international application and indicate that unity of inven-
tion is lacking and specify the reasons therefor without
extending an invitation to restrict or pay additional fees.
No international preliminary examination will be con-
ducted on inventions not previously searched by an Interna-
tional Searching Authority.

(2) Invite the applicant to restrict the claims or
pay additional fees, pointing out the categories of invention
found, within a set time limit which will not be extended.
No international preliminary examination will be con-
ducted on inventions not previously searched by an Interna-
tional Searching Authority, or

(3) If applicant fails to restrict the claims or pay
additional fees within the time limit set for reply, the Inter-
national Preliminary Examining Authority will issue awrit-
ten opinion and/or establish an international preliminary
examination report on the main invention and shall indicate
the relevant facts in the said report. In case of any doubt as
to which invention isthe main invention, the invention first
mentioned in the claims and previously searched by an
International Searching Authority shall be considered the
main invention.

(c) Lack of unity of invention may be directly evi-
dent before considering the claims in relation to any prior
art, or after taking the prior art into consideration, as where
a document discovered during the search shows the inven-
tion claimed in a generic or linking claim lacks novelty or
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is clearly obvious, leaving two or more clams joined
thereby without a common inventive concept. In such a
case the International Preliminary Examining Authority
may raise the objection of lack of unity of invention.

[52 FR 20049, May 28, 1987; para. (a) amended,
58 FR 4335, Jan. 14, 1993, effective May 1, 1993; para.
(b)(3) revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

§ 1.489 Protest tolack of unity of invention beforethe
International Preliminary Examining
Authority.

(8 If the applicant disagrees with the holding of
lack of unity of invention by the International Preliminary
Examining Authority, additional fees may be paid under
protest, accompanied by a request for refund and a state-
ment setting forth reasons for disagreement or why the
required additional fees are considered excessive, or both.

(b)  Protest under paragraph (a) of this section will
be examined by the Commissioner or the Commissioner's
designee. In the event that the applicant's protest is deter-
mined to be justified, the additional fees or a portion
thereof will be refunded.

()  Anapplicant who desires that a copy of the pro-
test and the decision thereon accompany the international
preliminary examination report when forwarded to the
Elected Offices, may notify the International Preliminary
Examining Authority to that effect any time prior to the
issuance of the internationa preliminary examination
report. Thereafter, such notification should be directed to
the International Bureau.

[Added 52 FR 20050, May 28, 1987, effective July 1,
1987]

NATIONAL STAGE

§ 1.491 Entry intothe national stage.

An internationa application enters the nationa stage
when the applicant has filed the documents and fees
required by 35 U.S.C. 371(c) within the periods set in
§1.494 or § 1.495.

[Added, 52 FR 20050, May 28, 1987]

§ 1.492 National stage fees.

The following fees and charges are established for inter-
national applications entering the national stage under
35U.S.C. 371

(8 Thebasic national fee:
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(1) Where an internationa preliminary examina-
tion fee as set forth in § 1.482 has been paid on the interna-
tiona application to the United States Patent and
Trademark Office:

By asmall entity (8 1.9(f))......... $335.00
By other than asmall entity . ....... $670.00

(2) Where no international preliminary examina-
tion fee as set forth in § 1.482 has been paid to the United
States Patent and Trademark Office, but an international
search fee as set forth in § 1.445(8)(2) has been paid on the
international application to the United States Patent and
Trademark Office as an International Searching Authority:

By asmall entity (8 1.9(f))......... $345.00
By other than asmall entity . ....... $690.00

(3) Where no international preliminary examina-
tion fee as set forth in § 1.482 has been paid and no interna-
tional search fee as set forth in § 1.445(a)(2) has been paid
on the international application to the United States Patent
and Trademark Office:

By asmall entity (8 1.9(f))......... $485.00
By other than asmall entity . ....... $970.00

(4 Where an internationa preliminary examina-
tion fee as set forth in § 1.482 has been paid to the United
States Patent and Trademark Office and the international
preliminary examination report states that the criteria of
novelty, inventive step (non-obviousness), and industria
applicability, as defined in PCT Article 33(1) to (4) have
been satisfied for all the claims presented in the application
entering the national stage (see § 1.496(b)):

By asmall entity (8 1.9(f)).......... $48.00
By other than asmall entity . ........ $96.00

(5) Where a search report on the internationa
application has been prepared by the European Patent
Office or the Japanese Patent Office:

By asmall entity (8 1.9(f))......... $420.00
By other than asmall entity . ....... $840.00
(b)  Inaddition to the basic national fee, for filing or
later presentation of each independent claim in excess of 3:
By asmall entity (8 1.9(f)).......... $39.00
By other than asmall entity . ........ $78.00
(c) Inaddition to the basic national fee, for filing or
later presentation of each claim (whether independent or
dependent) in excess of 20 (Note that § 1.75(c) indicates
how multiple dependent claims are considered for fee cal-
culation purposes.):
By asmall entity (§ 1.9(f))........... $9.00
By other than asmall entity . ........ $18.00
(d) Inaddition to the basic national fee, if the appli-
cation contains, or is amended to contain, a multiple depen-
dent claim(s), per application:
By asmall entity (8 1.9(f))......... $130.00
By other than asmall entity . ....... $260.00
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(e) Surcharge for filing the oath or declaration |ater
than 20 months from the priority date pursuant to
§1.494(c) or later than 30 months from the priority date
pursuant to § 1.495(c):

By asmall entity (§ 1.9(f)) ......... $65.00
By other than asmall entity ....... $130.00

(f)  For filing an English translation of an interna-
tional application later than 20 months after the priority
date (8 1.494(c)) or filing an English trandation of the
international application or of any annexes to the interna-
tional preliminary examination report later than 30 months
after the priority date (88 1.495(c) and (€)) . . .. .. $130.00

(g) If the additional fees required by paragraphs (b),
(c), and (d) of this section are not paid on presentation of
the claims for which the additional fees are due, they must
be paid or the claims cancelled by amendment, prior to the
expiration of the time period set for reply by the Office in
any notice of fee deficiency.

(35U.S.C. 6, 376)

[52 FR 20050, May 28, 1987, effective July 1, 1987;
paras. (8)(1) - (3), (b), (d)- (f), 54 FR 6893, Feb. 15, 1989,
effective Apr. 17, 1989; para. (a)(5) added, 56 FR 65142,
Dec. 13, 1991, effective Dec. 16, 1991; revised, 56 FR
65142, Dec. 13, 1991, effective Dec. 16, 1991; paras.
@D)-(@)(3), (a(5) and (b)-(d), 57 FR 38190, Aug. 21,
1992, effective Oct. 1, 1992; para. (€) amended, 58 FR
4335, Jan. 14, 1993, effective May 1, 1993; paras. (a), (b)
and (d), 59 FR 43736, Aug. 25, 1994, effective Oct. 1,
1994; paras. (a), (b), & (d) amended, 60 FR 41018, Aug.
11, 1995, effective, Oct. 1, 1995; paras. (a), (b), & (d)
amended, 61 FR 39585, July 30, 1996, effective Oct. 1,
1996; paras. (a), (b), & (d) amended, 62 FR 40450, July 29,
1997, effective Oct. 1, 1997; para. (g) added, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997; paras. (a)-(d) revised,
63 FR 67578, Dec. 8, 1998, effective Nov. 10, 1998; para.
(8)(2) revised, 64 FR 67774, Dec. 3, 1999, effective Dec.
29, 1999]

§ 1494 Entering the national stage in the United
States of America as a Designated Office.

(8 Where the United States of America has not
been elected by the expiration of 19 months from the prior-
ity date (see § 1.495), the applicant must fulfill the require-
mentsof PCT Article 22 and 35 U.S.C. 371 within thetime
periods set forth in paragraphs (b) and (c) of this section in
order to prevent the abandonment of the international appli-
cation as to the Unites States of America. International
applications for which those requirements are timely ful-
filled will enter the national stage and obtain an examina
tion as to the patentability of the invention in the United
States of America.
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(b) To avoid abandonment of the application, the
applicant shall furnish to the United States Patent and
Trademark Office not later than the expiration of 20 months
from the priority date:

(1) A copy of theinternational application, unless
it has been previously communicated by the International
Bureau or unlessit was originally filed in the United States
Patent and Trademark Office; and

(2) The basic nationa fee (see § 1.492(a)). The
20-month time limit may not be extended.

(c) If applicant complies with paragraph (b) of this
section before expiration of 20 months from the priority
date but omits:

(1) A trandation of the international application,
asfiled, into the English language, if it was originally filed
in another language (35 U.S.C. 371(c)(2)) and/or

(2) The oath or declaration of the inventor
(35 U.S.C. 371(c)(4); see § 1.497), applicant will be so
notified and given a period of time within which to file the
trangdlation and/or oath or declaration in order to prevent
abandonment of the application. The payment of the pro-
cessing fee set forth in § 1.492(f) is required for acceptance
of an English trandation later than the expiration of
20 months &fter the priority date. The payment of the sur-
charge set forth in § 1.492(e) is required for acceptance of
the oath or declaration of the inventor |ater than the expira-
tion of 20 months after the priority date. A “Sequence List-
ing’ need not be trandated if the “Sequence Listing”
complies with PCT Rule 12.1(d) and the description com-
plieswith PCT Rule 5.2(b).

(d) A copy of any amendments to the claims made
under PCT Article 19, and a trandlation of those amend-
mentsinto English, if they were made in another language,
must be furnished not later than the expiration of 20 months
from the priority date. Amendments under PCT Article 19
which are not received by the expiration of 20 months
from the priority date will be considered to be cancelled.
The 20-month time limit may not be extended.

(e) Verification of the trandation of the interna
tional application or any other document pertaining to an
international application may be reguired where it is con-
sidered necessary, if the international application or other
document was filed in alanguage other than English.

(f)  The documents and fees submitted under para-
graphs (b) and (c) of this section must be clearly identified
as a submission to enter the national stage under 35 U.S.C.
371, otherwise the submission will be considered as being
made under 35 U.S.C. 111.

(9) An international application becomes aban-
doned as to the United States 20 months from the priority
date if the requirements of paragraph (b) of this section
have not been complied with within 20 months from the
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priority date where the United States has been designated
but not elected by the expiration of 19 months from the pri-
ority date. If the requirements of paragraph (b) of this sec-
tion are complied with within 20 months from the priority
date but any required translation of the international appli-
cation as filed and/or the oath or declaration are not timely
filed, an international application will become abandoned
as to the United States upon expiration of the time period
set pursuant to paragraph (c) of this section.

[Added 52 FR 20050, May 28, 1987; paras. (a) - (d)
and (g) amended and para. (h) deleted, 58 FR 4335, Jan. 14,
1993, effective May 1, 1993; para. (c) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997; para ()
revised, 63 FR 29614, June 1, 1998, effective, July 1, 1998,
63 FR 66040, Dec. 1, 1998, effective Dec. 1, 1998]

§ 1.495 Entering the national stage in the United
States of America asan Elected Office

(8 Where the United States of America has been
elected by the expiration of 19 months from the priority
date, the applicant must fulfill the requirements of
35U.S.C. 371 within the time periods set forth in para-
graphs (b) and (c) of this section in order to prevent the
abandonment of the international application as to the
United States of America. International applications for
which those requirements are timely fulfilled will enter the
national stage and obtain an examination as to the patent-
ability of the invention in the United States of America

(b) To avoid abandonment of the application, the
applicant shall furnish to the United States Patent and
Trademark Office not later than the expiration of 30 months
from the priority date:

(1) A copy of theinternational application, unless
it has been previously communicated by the International
Bureau or unlessit was originally filed in the United States
Patent and Trademark Office; and

(2) The basic nationa fee (see § 1.492(a)). The
30-month time limit may not be extended.

(c) If applicant complies with paragraph (b) of this
section before expiration of 30 months from the priority
date but omits:

(1) A trandation of the internationa application,
as filed, into the English language, if it was originaly filed
in another language (35 U.S.C. 371(c)(2)) and/or

(2) The oath or declaration of the inventor
(35 U.S.C. 371(c)(4); see § 1.497), applicant will be so
notified and given a period of time within which to file the
translation and/or oath or declaration in order to prevent
abandonment of the application. The payment of the pro-
cessing fee set forth in § 1.492(f) isrequired for acceptance
of an English trandation later than the expiration of
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30 months after the priority date. The payment of the sur-
charge set forth in 8§ 1.492(e) is required for acceptance of
the oath or declaration of the inventor later than the expira-
tion of 30 months after the priority date.

A “Sequence Listing” need not be trandated if the
“Seguence Listing” complies with PCT Rule 12.1(d) and
the description complieswith PCT Rule 5.2(b).

(d) A copy of any amendments to the claims made
under PCT Article 19, and a trandlation of those amend-
ments into English, if they were made in another language,
must be furnished not later than the expiration of 30 months
from the priority date. Amendments under PCT Article 19
which are not received by the expiration of 30 months
from the priority date will be considered to be cancelled.
The 30-month time limit may not be extended.

(e) A trandation into English of any annexes to the
international preliminary examination report, if the annexes
were made in another language, must be furnished not later
than the expiration of 30 months from the priority date.
Trandations of the annexes which are not received by the
expiration of 30 months from the priority date may be sub-
mitted within any period set pursuant to paragraph (c) of
this section accompanied by the processing fee set forth in
§ 1.492(f). Annexes for which translations are not timely
received will be considered cancelled. The 30-month time
limit may not be extended.

(f)  Verification of the trandation of the interna-
tional application or any other document pertaining to an
international application may be required where it is con-
sidered necessary, if the international application or other
document was filed in alanguage other than English.

(9) The documents submitted under paragraphs (b)
and (c) of this section must be clearly identified as a sub-
mission to enter the nationa stage under 35 U.S.C. 371,
otherwise the submission will be considered as being made
under 35 U.S.C. 111.

(h) An international application becomes aban-
doned as to the United States 30 months from the priority
date if the requirements of paragraph (b) of this section
have not been complied with within 30 months from the
priority date and the United States has been elected by the
expiration of 19 months from the priority date. If the
requirements of paragraph (b) of this section are complied
with within 30 months from the priority date but any
required translation of the international application as filed
and/or the oath or declaration are not timely filed, an inter-
national application will become abandoned as to the
United States upon expiration of the time period set pursu-
ant to paragraph (c) of this section.

[Added 52 FR 20051, May 28, 1987, effective July 1,
1987; paras. (a) -(e) & (h) amended and para. (i) deleted,
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58 FR 4335, Jan. 14, 1993, effective May 1, 1993; para. (c)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997; para (c) revised, 63 FR 29614, June 1, 1998, effec-
tive July 1, 1998, 63 FR 66040, Dec. 1, 1998, effective
Dec. 1, 1998]

§ 1496 Examination of international applications in
the national stage.

(8 International applications which have complied
with the requirements of 35 U.S.C. 371(c) will be taken up
for action based on the date on which such requirements
were met. However, unless an express request for early pro-
cessing has been filed under 35 U.S.C. 371(f), no action
may be taken prior to one month after entry into the
national stage.

(b) A national stage application filed under
35 U.S.C. 371 may have paid therein the basic national fee
as set forth in 8 1.492(a)(4) if it contains, or is amended to
contain, a the time of entry into the nationa stage, only
claims which have been indicated in an international pre-
liminary examination report prepared by the United States
Patent and Trademark Office as satisfying the criteria of
PCT Article 33(1)-(4) as to novelty, inventive step and
industrial applicability. Such national stage applications in
which the basic national fee as set forth in § 1.492(a)(4) has
been paid may be amended subsequent to the date of entry
into the national stage only to the extent necessary to elimi-
nate objections asto form or to cancel rejected claims. Such
national stage applications in which the basic national fee
as set forth in § 1.492(a)(4) has been paid will be taken up
out of order.

[Added 52 FR 20051, May 28, 1987, effective July 1,
1987]

§ 1497 Oath or
371(c)(4).
(& When an applicant of an international applica-
tion desires to enter the national stage under 35 U.S.C. 371
pursuant to 88 1.494 or 1.495, he or she must file an oath or
declaration that:
(1) Isexecuted in accordance with either §§ 1.66
or 1.68;
(2) Identifies the specification to which it is
directed;
(3) Identifies each inventor and the country of
citizenship of each inventor; and
(4) Statesthat the person making the oath or dec-
laration believes the named inventor or inventors to be the
original and first inventor or inventors of the subject matter
which is claimed and for which a patent is sought.

declaration under 35 U.S.C.
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(b)(2) The oath or declaration must be made by all of
the actual inventors except as provided for in 88 1.42, 1.43
or 1.47.

(2)  If the person making the oath or declaration is
not the inventor, the oath or declaration shall state the rela
tionship of the person to the inventor, the facts required by
8§ 1.42, 1.43 or 1.47, and, upon information and belief, the
facts which the inventor would have been required to state.

(c) If the oath or declaration meets the requirements
of paragraphs (a) and (b) of this section, the oath or declara-
tion will be accepted as complying with 35U.S.C.
371(c)(4) and 88 1.494(c) or 1.495(c). However, if the oath
or declaration does not also meet the requirements of
§1.63, a supplemental oath or declaration in compliance
with 8 1.63 will be required in accordance with § 1.67.

[Added 52 FR 20052, May 28, 1987, effective July 1,
1987; paras. (a) and (b) revised and para. (c) added, 61 FR
42790, Aug. 19, 1996, effective Sept. 23, 1996]

§ 1.499 Unity of invention during the national stage.
If the examiner finds that a national stage application
lacks unity of invention under 8 1.475, the examiner may in
an Office action require the applicant in the response to that
action to elect the invention to which the claims shall be
restricted. Such requirement may be made before any
action on the merits but may be made at any time before the
fina action at the discretion of the examiner. Review of any
such requirement is provided under 88 1.143 and 1.144.

[Added 52 FR 20052, May 28, 1987, effective July 1,
1987; amended, 58 FR 4335, Jan. 14, 1993, effective May
1, 1993]

Subpart D — Reexamination of Patents
CITATION OF PRIOR ART

§ 1.501 Citation of prior art in patent files.

(8 At any time during the period of enforceability
of a patent, any person may cite to the Patent and Trade-
mark Office in writing prior art consisting of patents or
printed publications which that person states to be pertinent
and applicable to the patent and believes to have a bearing
on the patentability of any claim of a particular patent. If
the citation is made by the patent owner, the explanation of
pertinency and applicability may include an explanation of
how the claims differ from the prior art. Citations by the
patent owner under § 1.555 and by a reexamination
reguester under either § 1.510 or § 1.535 will be entered in
the patent file during a reexamination proceeding. The
entry in the patent file of citations submitted after the date
of an order to reexamine pursuant to § 1.525 by persons
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other than the patent owner, or a reexamination requester
under either 8 1.510 or § 1.535,will be delayed until the
reexamination proceedings have been terminated.

(b) If the person making the citation wishes his or
her identity to be excluded from the patent file and kept
confidential, the citation papers must be submitted without
any identification of the person making the submission.

(c) Citation of patents or printed publications by the
public in patent files should either: (1) Reflect that a copy
of the same has been mailed to the patent owner at the
address as provided for in § 1.33(c); or in the event service
is not possible (2) Be filed with the Office in duplicate.

[46 FR 29185, May 29, 1981, effective July 1, 1981]

REQUEST FOR REEXAMINATION

§ 1.510 Request for reexamination.

(& Any person may, at any time during the period
of enforceability of a patent, file a request for reexamina-
tion by the Patent and Trademark Office of any claim of the
patent on the basis of prior art patents or printed publica-
tions cited under § 1.501. The request must be accompa-
nied by the fee for requesting reexamination set in
§1.20(c).

(b)  Any request for reexamination must include the
following parts:

(1) A statement pointing out each substantial new
question of patentability based on prior patents and printed
publications.

(2) An identification of every claim for which
reexamination is requested, and a detailed explanation of
the pertinency and manner of applying the cited prior art to
every claim for which reexamination is requested. If appro-
priate the party requesting reexamination may aso point
out how claims distinguish over cited prior art.

(3) A copy of every patent or printed publication
relied upon or referred to in paragraph (b)(1) and (2) of this
section accompanied by an English language translation of
all the necessary and pertinent parts of any non-English
language patent or printed publication.

(4) The entire specification (including claims)
and drawings of the patent for which reexamination is
requested must be furnished in the form of cut-up copies of
the original patent with only a single column of the printed
patent securely mounted or reproduced in permanent form
on one side of a separate paper. A copy of any disclaimer,
certificate of correction, or reexamination certificate issued
in the patent must also be included.

(5) A certification that a copy of the request filed
by a person other than the patent owner has been served in
its entirety on the patent owner at the address as provided
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for in § 1.33(c). The name and address of the party served
must be indicated. If service was not possible, a duplicate
copy must be supplied to the Office.

(c) If the request does not include the fee for
requesting reexamination or al of the parts required by
paragraph (b) of this section, the person identified as
requesting reexamination will be so notified and given an
opportunity to complete the request within a specified time.
If the fee for requesting reexamination has been paid but
the defect in the request is not corrected within the speci-
fied time, the determination whether or not to institute reex-
amination will be made on the request as it then exists. If
the fee for requesting reexamination has not been paid, no
determination will be made and the reguest will be placed
in the patent file as a citation if it complies with the require-
ments of § 1.501(a).

(d) The filing of the request is: (1) The date on
which the request including the entire fee for requesting
reexamination is received in the Patent and Trademark
Office; or (2) The date on which the last portion of the fee
for requesting reexamination is received.

(e A request filed by the patent owner may include
a proposed amendment in accordance with § 1.530(d).

(f) If arequest is filed by an attorney or agent iden-
tifying another party on whose behalf the request is being
filed, the attorney or agent must have a power of attorney
from that party or be acting in a representative capacity
pursuant to § 1.34(a).

[46 FR 29185, May 29, 1981, effective July 1, 1981;
para. (a), 47 FR 41282, Sept. 17, 1982, effective Oct. 1,
1982; para. (€) revised, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

§ 1.515 Determination of the request for reexamina-
tion.

(8  Within three months following the filing date of
arequest for reexamination, an examiner will consider the
request and determine whether or not a substantial new
question of patentability affecting any claim of the patent is
raised by the request and the prior art cited therein, with or
without consideration of other patents or printed publica-
tions. The examiner's determination will be based on the
clams in effect at the time of the determination and will
become a part of the officia file of the patent and will be
given or mailed to the patent owner at the address as pro-
vided for in § 1.33(c) and to the person requesting reexami-
nation.

(b) Where no substantial new question of patent-
ability has been found, arefund of a portion of the fee for
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reguesting reexamination will be made to the requester in
accordance with § 1.26(c).

(c) The requester may seek review by a petition to
the Commissioner under § 1.181 within one month of the
mailing date of the examiner's determination refusing reex-
amination. Any such petition must comply with § 1.181(b).
If no petition is timely filed or if the decision on petition
affirmsthat no substantial new question of patentability has
been raised, the determination shall be final and nonappeal -
able.

[46 FR 29185, May 29, 1981, effective July 1, 1981]

§ 1.520 Reexamination at the initiative of the Com-
missioner.

The Commissioner, at any time during the period of
enforceability of a patent, may determine whether or not a
substantial new question of patentability is raised by pat-
ents or printed publications which have been discovered by
the Commissioner or which have been brought to the Com-
missioner's attention even though no request for reexamina-
tion has been filed in accordance with § 1.510. The
Commissioner may initiate reexamination without a
request for reexamination pursuant to § 1.510. Normally
reguests from outside the Patent and Trademark Office that
the Commissioner undertake reexamination on his own ini-
tiative will not be considered. Any determination to initiate
reexamination under this section will become a part of the
officia file of the patent and will be given or mailed to the
patent owner at the address as provided for in § 1.33(c).

[46 FR 29186, May 29, 1981, effective July 1, 1981]

REEXAMINATION

§ 1525 Order toreexamine.

(8 If asubstantial new question of patentability is
found pursuant to § 1.515 or § 1.520, the determination will
include an order for reexamination of the patent for resolu-
tion of the question. If the order for reexamination resulted
from a petition pursuant to § 1.515(c), the reexamination
will ordinarily be conducted by an examiner other than the
examiner responsible for the initial determination under
§ 1.515(a).

(b) If the order for reexamination of the patent
mailed to the patent owner at the address as provided for in
§ 1.33(c) is returned to the Office undelivered, the notice
published in the Official Gazette under § 1.11(c) will be
considered to be constructive notice and reexamination will
proceed.

[46 FR 29186, May 29, 1981, effective July 1, 1981]
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§ 1530 Satement; amendment by patent owner.

(8 Except as provided in § 1.510(e), no statement
or other response by the patent owner shall be filed prior to
the determinations made in accordance with § 1.515 or
1.520. If apremature statement or other response is filed by
the patent owner it will not be acknowledged or considered
in making the determination.

(b)  The order for reexamination will set a period of
not less than two months from the date of the order within
which the patent owner may file a statement on the new
question of patentability including any proposed amend-
ments the patent owner wishes to make.

(c) Any statement filed by the patent owner shall
clearly point out why the subject matter as claimed is not
anticipated or rendered obvious by the prior art patents or
printed publications, either alone or in any reasonable com-
binations. Any statement filed must be served upon the
reexamination requester in accordance with § 1.248.

(d) Amendments in reexamination proceedings.
Amendments in reexamination proceedings are made by
filing a paper, in compliance with paragraph (d)(5) of this
section, directing that specified amendments be made.

(1) Specification other than the claims. Amend-
ments to the specification, other than to the claims, may
only be made asfollows:

(i)  Amendments must be made by submission
of the entire text of a newly added or rewritten paragraph(s)
with markings pursuant to paragraph (d)(2)(iii) of this sec-
tion, except that an entire paragraph may be deleted by a
statement deleting the paragraph without presentation of
the text of the paragraph.

(i)  The precise point in the specification must
be indicated where the paragraph to be amended is located.

(ili) Underlining below the subject matter
added to the patent and brackets around the subject matter
deleted from the patent are to be used to mark the amend-
ments being made.

(2) Claims. Amendments to the claims may only
be made as follows:

(i)  (A) The amendment must be made relative
to the patent claims in accordance with paragraph (d)(8) of
this section and must include the entire text of each claim
which is being proposed to be amended by the current
amendment and each proposed new claim being added by
the current amendment with markings pursuant to para
graph (d)(2)(i)(C) of this section, except that a patent claim
or previously proposed new claim should be cancelled by a
statement cancelling the patent claim or proposed new
claim without presentation of the text of the patent claim or
proposed new claim.

(B) Patent claims must not be renumbered
and the numbering of any new claims proposed to be added
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to the patent must follow the number of the highest num-
bered patent claim.

(C) Underlining below the subject matter
added to the patent and brackets around the subject matter
deleted from the patent are to be used to mark the
amendments being made. If a claim is amended pursuant
to paragraph (d)(2)(i)(A) of this section, a parenthetical
expression “amended,” “twice amended,” etc., should fol-
low the original claim number.

(i) Each amendment submission must set
forth the status (i.e., pending or cancelled) as of the date of
the amendment, of al patent claims and of all new claims
currently or previously proposed.

(i) Each amendment, when submitted for the
first time, must be accompanied by an explanation of the
support in the disclosure of the patent for the amendment
along with any additional comments on page(s) separate
from the page(s) containing the amendment.

(3) No amendment may enlarge the scope of the
claims of the patent or introduce new matter. No amend-
ment may be proposed for entry in an expired patent. More-
over, no amendment will be incorporated into the patent by
certificate issued after the expiration of the patent.

(4)  Although the Office actions will treat pro-
posed amendments as though they have been entered, the
proposed amendments will not be effective until the reex-
amination certificateis issued.

(5) The form of amendments other than to the
patent drawings must be in accordance with the following
requirements. All amendments must be in the English lan-
guage and must be legibly written either by a typewriter or
mechanical printer in at least 11 point type in permanent
dark ink or its equivalent in portrait orientation on flexible,
strong, smooth, non-shiny, durable, white paper. All
amendments must be presented in a form having sufficient
clarity and contrast between the paper and the writing
thereon to permit the direct reproduction of readily legible
copiesin any number by use of photographic, electrostatic,
photo-offset, and microfilming processes and electronic
reproduction by use of digital imaging or optical character
recognition. If the amendments are not of the required qual-
ity, substitute typewritten or mechanically printed papers of
suitable quality will be required. The papers, including the
drawings, must have each pageplainly written on only one
side of a sheet of paper. The sheets of paper must be the
same size and either 21.0 cm. by 29.7 cm. (DIN size A4) or
21.6 cm. by 27.9 cm. (8 /2 by 11 inches). Each sheet must
include a top margin of at least 2.0 cm. (3/4 inch), a left
side margin of at least 2.5 cm. (1 inch), aright side margin
of at least 2.0 cm. (3/4 inch), and a bottom margin of at
least 2.0 cm. (3/4 inch), and no holes should be made in the
sheets as submitted. The lines must be double spaced, or
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one and one-half spaced. The pages must be numbered con-
secutively, starting with 1, the numbers being centrally
located, preferably below the text, or above the text.

(6) Drawings.

(i)  Theorigina patent drawing sheets may not
be altered. Any proposed change to the patent drawings
must be by way of a new sheet of drawings with the
amended figures identified as “amended” and with added
figuresidentified as“new” for each sheet change submitted
in compliance with § 1.84.

(i)  Where a change to the drawingsis desired,
a sketch in permanent ink showing proposed changes in
red, to become part of the record, must be filed for approval
by the examiner and should be in a separate paper.

(7) The disclosure must be amended, when
required by the Office, to correct inaccuracies of descrip-
tion and definition and to secure substantial correspon-
dence between the claims, the remainder of the
specification, and the drawings.

(8 All amendments to the patent must be made
relative to the patent specification, including the claims,
and drawings, which isin effect as of the date of filing of
the request for reexamination.

[46 FR 29186, May 29, 1981, effective July 1, 1981;
para. (d) revised, para. (€) removed, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997]

§ 1.535 Reply by requester.

A reply to the patent owner's statement under § 1.530
may be filed by the reexamination requester within two
months from the date of service of the patent owner's state-
ment. Any reply by the requester must be served upon the
patent owner in accordance with § 1.248. If the patent
owner does not file a statement under § 1.530, no reply or
other submission from the reexamination requester will be
considered.

[46 FR 29186, May 29, 1981, effective July 1, 1981]

§ 1.540 Consideration of responses.

Thefailureto timely file or serve the documents set forth
in 8 1.530 or in § 1.535 may result in their being refused
consideration. No submissions other than the statement
pursuant to § 1.530 and the reply by the requester pursuant
to § 1.535 will be considered prior to examination.

[46 FR 29186, May 29, 1981, effective July 1, 1981]

§ 1.550 Conduct of reexamination proceedings.
(& All reexamination proceedings, including any
appeals to the Board of Patent Appeals and Interferences,
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will be conducted with specia dispatch within the Office.
After issuance of the reexamination order and expiration
of the time for submitting any responses thereto, the
examination will be conducted in accordance with
§§ 1.104, 1.110 through 1.113 and 1.116, and will result in
the issuance of areexamination certificate under § 1.570.

(b) The patent owner will be given at least thirty
days to respond to any Office action. Such response may
include further statements in response to any rejections or
proposed amendments or new claims to place the patent in
a condition where al claims, if amended as proposed,
would be patentable.

(c) Thetimefor taking any action by a patent owner
in a reexamination proceeding will be extended only for
sufficient cause, and for a reasonable time specified. Any
request for such extension must be filed on or before the
day on which action by the patent owner is due, but in no
case will the mere filing of arequest effect any extension.
See § 1.304(a) for extensions of time for filing a notice of
appeal to the U.S. Court of Appeals for the Federal Circuit
or for commencing acivil action.

(d) If the patent owner fails to file a timely and
appropriate response to any Office action, the reexamina
tion proceeding will be terminated and the Commissioner
will proceed to issue a certificate under § 1.570 in accor-
dance with the last action of the Office.

() The reexamination reguester will be sent copies
of Office actions issued during the reexamination proceed-
ing. After filing of a request for reexamination by a third
party requester, any document filed by either the patent
owner or the third party requester must be served on the
other party in the reexamination proceeding in the manner
provided by § 1.248. The document must reflect service or
the document may be refused consideration by the Office.

(1) The active participation of the reexamination
reguester ends with the reply pursuant to § 1.535, and no
further submissions on behaf of the reexamination
reguester will be acknowledged or considered. Further, no
submissions on behalf of any third parties will be acknowl-
edged or considered unless such submissions are:

(i)  Inaccordance with § 1.510; or

(i)  Entered in the patent file prior to the date
of the order to reexamine pursuant to § 1.525.

(2) Submissions by third parties, filed after the
date of the order to reexamine pursuant to § 1.525, must
meet the requirements of and will be treated in accordance
with § 1.501(a).

[46 FR 29186, May 29, 1981, effective July 1, 1981,
para. (c), 49 FR 556, Jan. 4, 1984, effective Apr. 1, 1984;
para. (a), 49 FR 48416, Dec. 12, 1984, effective Feb. 11,
1985; para. (¢), 54 FR 29553, July 13, 1989, effective Aug.
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20, 1989; paras. (a), (b), & (e) revised, 62 FR 53131, Oct.
10, 1997, effective Dec. 1, 1997]

§ 1.552 Scope of reexamination in reexamination pro-
ceedings.

(8 Patent claimswill be reexamined on the basis of
patents or printed publications.

(b) Amended or new clams presented during a
reexamination proceeding must not enlarge the scope of the
claims of the patent and will be examined on the basis of
patents or printed publications and also for compliance
with the requirements of 35 U.S.C. 112 and the new matter
prohibition of 35 U.S.C. 132.

(¢) Questions other than those indicated in para
graphs (@) and (b) of this section will not be resolved in a
reexamination proceeding. If such questions are discovered
during a reexamination proceeding, the existence of such
questions will be noted by the examiner in an Office action,
in which case the patent owner may desire to consider the
advisability of filing a reissue application to have such
questions considered and resolved.

[46 FR 29186, May 29, 1981, effective July 1, 1981]

§ 1.555 Information material to patentability in reex-

amination proceedings.

(8 A patent by its very nature is affected with a
public interest. The public interest is best served, and the
most effective reexamination occurs when, at the time a
reexamination proceeding is being conducted, the Office is
aware of and evauates the teachings of all information
materia to patentability in a reexamination proceeding.
Each individual associated with the patent owner in a reex-
amination proceeding has a duty of candor and good faith
in dealing with the Office, which includes aduty to disclose
to the Office all information known to that individual to be
materia to patentability in a reexamination proceeding.
The individuals who have a duty to disclose to the Office
all information known to them to be material to patentabil-
ity in a reexamination proceeding are the patent owner,
each attorney or agent who represents the patent owner, and
every other individual who is substantively involved on
behalf of the patent ownerin a reexamination proceeding.
The duty to disclose the information exists with respect to
each claim pending in the reex amination proceeding until
the claim is cancelled. Information material to the patent-
ability of a cancelled clam need not be submitted if the
information is not material to patentability of any claim
remaining under consideration in the reexamination pro-
ceeding. The duty to disclose all information known to be
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material to patentability in a reexamination proceeding is
deemed to be satisfied if al information known to be mate-
rial to patentability of any claim in the patent after issuance
of the reexamination certificate was cited by the Office or
submitted to the Office in an information disclosure
statement. However, the duties of candor, good faith, and
disclosure have not been complied with if any fraud on the
Office was practiced or attempted or the duty of disclosure
was violated through bad faith or intentional misconduct
by, or on behalf of,the patent owner in the reexamination
proceeding. Any information disclosure statement must be
filed with the items listed in § 1.98(a) as applied to individ-
uals associated with the patent owner in a reexamination
proceeding, and should be filed within two months of the
date of the order for reexamination, or as soon thereafter as
possible.

(b)  Under this section, information is materia to
patentability in a reexamination proceeding when it is not
cumulative to information of record or being made of
record in the reexamination proceeding, and

(1) Itisapatent or printed publication that estab-
lishes, by itself or in combination with other patents or
printed publications, aprima facie case of unpatentability of
aclaim; or

(2) It refutes, or is inconsistent with, a position
the patent owner takesin:

(i)  Opposing an argument of unpatentability
relied on by the Office, or
(i)  Asserting an argument of patentability.

A prima facie case of unpatentability of aclaim pending
in a reexamination proceeding is established when the
information compels a conclusion that a claim is unpatent-
able under the preponderance of evidence, burden-of-proof
standard, giving each term in the claim its broadest reason-
able construction consistent with the specification, and
before any consideration is given to evidence which may be
submitted in an attempt to establish a contrary conclusion
of patentability.

()  Theresponsibility for compliance with this sec-
tion rests upon the individuals designated in paragraph (a)
of this section and no evaluation will be made by the Office
in the reexamination proceeding as to compliance with this
section. If questions of compliance with this section aredis-
covered during a reexamination proceeding, they will be
noted as unresolved questions in accordance with
§ 1.552(c).

[46 FR 29187, May 29, 1981, effective July 1, 1981;
47 FR 21752, May 19, 1982, effective July 1, 1982; paras.
(a) and (b), 49 FR 556, Jan. 4, 1984, effective Apr. 1, 1984;
revised 57 FR 2021, Jan. 17, 1992, effective Mar. 16, 1992]
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§ 1.560

(8 Interviews in reexamination proceedings pend-
ing before the Office between examiners and the owners of
such patents or their attorneys or agents of record must be
had in the Office at such times, within Office hours, as the
respective examiners may designate. Interviews will not be
permitted at any other time or place without the authority of
the Commissioner. Interviews for the discussion of the pat-
entability of claims in patents involved in reexamination
proceedings will not be had prior to the first official action
thereon. Interviews should be arranged for in advance.
Requests that reexamination requesters participate in inter-
views with examinerswill not be granted.

Interviews in reexamination proceedings.

(b)  In every instance of an interview with an exam-
iner, a complete written statement of the reasons presented
at the interview as warranting favorable action must be
filed by the patent owner. An interview does not remove
the necessity for response to Office actions as specified in
§1.111.

[46 FR 29187, May 29, 1981, effective July 1, 1981]

§ 1.565 Concurrent office proceedings.

(& In any reexamination proceeding before the
Office, the patent owner shal cal the attention of the
Office to any prior or concurrent proceedings in which the
patent is or was involved such as interferences, reissue,
reexaminations, or litigation and the results of such pro-
ceedings.

(b) If apatent in the process of reexamination is or
becomes involved in litigation or a reissue application for
the patent isfiled or pending, the Commissioner shall deter-
mine whether or not to stay the reexamination or reissue
proceeding.

(c) If reexamination is ordered while a prior reex-
amination proceeding is pending, the reexamination pro-
ceedings will be consolidated and result in the issuance of a
single certificate under § 1.570.

(d) If areissue application and areexamination pro-
ceeding on which an order pursuant to § 1.525 has been
mailed are pending concurrently on a patent, a decision will
normally be made to merge the two proceedings or to stay
one of the two proceedings. Where merger of a reissue
application and a reexamination proceeding is ordered, the
merged examination will be conducted in accordance with
8§ 1.171 through 1.179 and the patent owner will be
required to place and maintain the same claimsin the reis-
sue application and the reexamination proceeding during
the pendency of the merged proceeding. The examiner's
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actions and any responses by the patent owner in a merged
proceeding will apply to both the reissue application and
the reexamination proceeding and be physicaly entered
into both files. Any reexamination proceeding merged
with a reissue application shall be terminated by the grant
of the reissued patent.

(e) If apatent in the process of reexamination is or
becomes involved in an interference, the Commissioner
may stay reexamination or the interference. The Commis-
sioner will not consider a request to stay an interference
unless a motion (8 1.635) to stay the interference has been
presented to, and denied by, an examiner-in-chief and the
request is filed within ten (10) days of a decision by an
examiner-in-chief denying the motion for a stay or such
other time as the examiner-in-chief may set.

[46 FR 29187, May 29, 1981, effective July 1, 1981,
paras. (b) and (d), 47 FR 21753, May 19, 1982, effective
July 1, 1982; paras. (b) & (e), 49 FR 48416, Dec. 12, 1984,
50 FR 23123, May 31, 1985, effective Feb. 11, 1985]

CERTIFICATE

§ 1570 Issuance of reexamination certificate after

reexamination proceedings.

(8 Upon the conclusion of reexamination proceed-
ings, the Commissioner will issue a certificate in accor-
dance with 35 U.S.C. 307 setting forth the results of the
reexamination proceeding and the content of the patent fol-
lowing the reexamination proceeding.

(b) A certificate will be issued in each patent in
which a reexamination proceeding has been ordered under
§ 1.525. Any statutory disclaimer filed by the patent owner
will be made part of the certificate.

(c) The certificate will be mailed on the day of its
date to the patent owner at the address as provided for in
§1.33(c). A copy of the certificate will also be mailed to
the requester of the reexamination proceeding.

(d) If acertificate has been issued which cancels all
of the claims of the patent, no further Office proceedings
will be conducted with regard to that patent or any reissue
applications or reexamination requests relating thereto.

(e) If thereexamination proceeding is terminated by
the grant of a reissued patent as provided in § 1.565(d) the
reissued patent will constitute the reexamination certificate
required by this section and 35 U.S.C. 307.

(f) A notice of theissuance of each certificate under
this section will be published in the Official Gazette on its
date of issuance.
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[46 FR 29187, May 29, 1981, effective July 1, 1981;
para. (€), 47 FR 21753, May 19, 1982, effective July 1,
1982]

Subpart E — Interferences

§ 1.601 Scope of rules, definitions.

This subpart governs the procedure in patent interfer-
ences in the Patent and Trademark Office. This subpart
shall be construed to secure the just, speedy, and inexpen-
sive determination of every interference. For the meaning
of terms in the Federa Rules of Evidence as applied to
interferences, see § 1.671(c). Unless otherwise clear from
the context, the following definitions apply to this subpart:

(8 Additional discovery is discovery to which a
party may be entitled under § 1.687 in addition to discovery
to which the party is entitled as a matter of right under
§1.673(a) and (b).

(b) Affidavit means affidavit, declaration under
§1.68, or statutory declaration under 28 U.S.C. § 1746.
A transcript of an ex parte deposition may be used as an
affidavit.

(c) Board means the Board of Patent Appeals and
Interferences.

(d) Case-in-chief means that portion of a party's
case where the party has the burden of going forward with
evidence.

(e) Case-in-rebuttal means that portion of a party's
case where the party presents evidence in rebuttal to the
case-in-chief of another party.

(f) A count defines the interfering subject matter
between two or more applications or between one or more
applications and one or more patents. At the time the inter-
ference is initially declared, a count should be broad
enough to encompass dl of the claims that are patentable
over the prior art and designated to correspond to the count.
When there is more than one count, each count shall define
a separate patentable invention. Any claim of an applica-
tion or patent that is designated to correspond to acount isa
claim involved in the interference within the meaning of
35 U.S.C. 135(a). A claim of a patent or application that is
designated to correspond to a count and is identical to the
count is said to correspond exactly to the count. A claim of
a patent or application that is designated to correspond to a
count but is not identical to the count is said to correspond
substantially to the count. When a count is broaderin scope
than all claims which correspond to the count, the countisa
phantom count.

() The effective filing date of an application is the
filing date of an earlier application, benefit of which is
accorded to the application under 35 U.S.C. 119, 120, 121,
or 365 or, if no benefit is accorded, the filing date of the
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application. The effective filing date of a patent is the filing
date of an earlier application, benefit of which is accorded
to the patent under 35 U.S.C. 119, 120, 121, or 365 or, if no
benefit is accorded, the filing date of the application which
issued as the patent.

(h) In the case of an application, filing date means
the filing date assigned to the application. In the case of a
patent, “filing date” means the filing date assigned to the
application which issued as the patent.

()  Aninterference is a proceeding instituted in the
Patent and Trademark Office before the Board to determine
any question of patentability and priority of invention
between two or more parties claiming the same patentable
invention. An interference may be declared between two or
more pending applications naming different inventors
when, in the opinion of an examiner, the applications con-
tain claims for the same patentable invention. An interfer-
ence may be declared between one or more pending
applications and one or more unexpired patents naming dif-
ferent inventors when, in the opinion of an examiner, any
application and any unexpired patent contain claims for the
same patentable invention.

()  Aninterference-in-fact exists when at least one
claim of a party that is designated to correspond to a count
and at least one claim of an opponent that is designated to
correspond to the count define the same patentable inven-
tion.

(k) A lead attorney or agent is a registered attorney
or agent of record who is primarily responsible for prose-
cuting an interference on behalf of a party and is the attor-
ney or agent whom an administrative patent judge may
contact to set times and take other action in the interfer-
ence.

() A party is an applicant or patentee involved in
the interference or a legal representative or an assignee of
record in the Patent and Trademark Office of an applicant
or patentee involved in an interference. Where acts of a
party are normally performed by an attorney or agent,
“party” may be construed to mean the attorney or agent. An
inventor is the individual named as inventor in an applica-
tion involved in an interference or the individual named as
inventor in a patent involved in an interference.

(m) A senior party is the party with the earliest
effective filing date as to all counts or, if there is no party
with the earliest effective filing date as to all counts, the
party with the earliest filing date. A junior party is any
other party.

(n) Invention “A” is the same patentable invention
as an invention “B” when invention “A” is the same as
(35 U.S.C. 102) or is obvious (35 U.S.C. 103) in view of
invention “B” assuming invention “B” is prior art with
respect to invention “A”. Invention “A” is a separate pat-
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entable invention with respect to invention “B” when
invention “A” is new (35 U.S.C. 102) and non-obvious
(35 U.S.C. 103) in view of invention “B” assuming inven-
tion “B” isprior art with respect to invention “A”.

(0)  Sworn meanssworn or affirmed.

(p)  United Sates means the United States of Amer-
ica, its territories and possessions.

(@) A final decisionisadecision awarding judgment
asto all counts. An interlocutory order is any other action
taken by an administrative patent judge or the Board in an
interference, including the notice declaring an interference.

(n  NAFTA country means NAFTA country as
defined in section 2(4) of the North American Free Trade
Agreement Implementation Act, Pub. L. 103-182, 107 Stat.
2060 (19 U.S.C. 3301).

(s WTO member country means WTO member
country as defined in section 2(10) of the Uruguay Round
Agreements Act, Pub. L. 103-465, 108 Stat. 4813
(19 U.S.C. 3501).

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
50 FR 23123, May 31, 1985; para. (q) added, 58 FR 49432,
Sept. 23, 1993, effective Oct. 25, 1993; paras. (f), (9), (j)-
(n), and (q) revised, paras. (r) and (s) added, 60 FR 14488,
Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.602 Interest in applications and patents involved
in an interference.

(& Unless good cause is shown, an interference
shall not be declared or continued between (1) applications
owned by a single party or (2) applications and an unex-
pired patent owned by a single party.

(b)  The parties, within 20 days after an interference
is declared, shall notify the Board of any and all right, title,
and interest in any application or patent involved or relied
upon in the interference unlessthe right, title, and interest is
set forth in the notice declaring the interference.

(c) If achange of any right, title, and interest in any
application or patent involved or relied upon in the interfer-
ence occurs after notice is given declaring the interference
and before the time expires for seeking judicial review of a
final decision of the Board, the parties shall notify the
Board of the change within 20 days after the change.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; para. (c) revised, 60 FR 14488, Mar. 17, 1995, effec-
tive Apr. 21, 1995]

§ 1.603 Interference between applications; subject
matter of theinterference.
Before an interference is declared between two or more

applications, the examiner must be of the opinion that there
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is interfering subject matter claimed in the applications
which is patentable to each applicant subject to a judgment
in the interference. The interfering subject matter shall be
defined by one or more counts. Each application must con-
tain, or be amended to contain, at least one claim that is pat-
entable over the prior art and correspondsto each count. All
claimsin the applications which define the same patentable
invention as a count shall be designated to correspond to
the count.

[Added, 49 FR 48416, Dec. 12, 1984, effective Feb.
11, 1985; revised, 60 FR 14488, Mar. 17, 1995, effective
Apr. 21, 1995]

§ 1.604 Request for interference between applications
by an applicant.

(& An applicant may seek to have an interference
declared with an application of another by,

(1) Suggesting a proposed count and presenting
at least one claim corresponding to the proposed count or
identifying at least one claim in its application that corre-
sponds to the proposed count,

(2) Identifying the other application and, if
known, a claim in the other application which corresponds
to the proposed count, and

(3) Explaining why an interference should be
declared.

(b)  When an applicant presents a claim known to
the applicant to define the same patentable invention
claimed in a pending application of another, the applicant
shall identify that pending application, unless the claim is
presented in response to a suggestion by the examiner. The
examiner shall notify the Commissioner of any instance
where it appears an applicant may have failed to comply
with the provisions of this paragraph.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; para. (a)(1) revised, 60 FR 14488, Mar. 17, 1995,
effective Apr. 21, 1995]

§ 1.605 Suggestion of claim to applicant by examiner.

(& If no clam in an application is drawn to the
same patentable invention claimed in another application or
patent, the examiner may suggest that an applicant present
a claim drawn to an invention claimed in another applica-
tion or patent for the purpose of an interference with
another application or a patent. The applicant to whom the
claim is suggested shall amend the application by present-
ing the suggested claim within a time specified by the
examiner, not less than one month. Failure or refusal of an
applicant to timely present the suggested claim shall be
taken without further action as a disclaimer by the applicant

R-100



PATENT RULES

of the invention defined by the suggested claim. At thetime
the suggested claim is presented, the applicant may also
call the examiner's attention to other claims already in the
application or presented with the suggested clam and
explain why the other claims would be more appropriate to
be designated tocorrespond to a count in any interference
which may be declared.

(b) The suggestion of a claim by the examiner for
the purpose of an interference will not stay the period for
response to any outstanding Office action. When a sug-
gested claim is timely presented, ex parte proceedings in
the application will be stayed pending a determination of
whether an interference will be declared.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; para. (a) revised, 60 FR 14488, Mar. 17, 1995, effec-
tive Apr. 21, 1995]

§ 1.606 Interference between an application and a
patent; subject matter of theinterference.

Before an interference is declared between an applica
tion and an unexpired patent, an examiner must determine
that there is interfering subject matter claimed in the appli-
cation and the patent which is patentable to the applicant
subject to a judgment in the interference. The interfering
subject matter will be defined by one or more counts. The
application must contain, or be amended to contain, at |east
one claim that is patentable over the prior art and corre-
spondsto each count. The claim in the application need not
be, and most often will not be, identical to a claim in the
patent. All claims in the application and patent which
define the same patentable invention as a count shall be
designated to correspond to the count. At the time an inter-
ference is initialy declared (§ 1.611), a count shall not be
narrower in scope than any application claim that is patent-
able over the prior art and designated to correspond to the
count or any patent claimdesignated to correspond to the
count. Any single patent claim designated to correspond to
the count will be presumed, subject to a motion under
§ 1.633(c), not to contain separate patentable inventions.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.607 Reguest by applicant for interference with
patent.

(& An applicant may seek to have an interference
declared between an application and an unexpired patent
by,

(1) ldentifying the patent,
(2) Presenting aproposed count,
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(3) Identifying at least one claim in the patent
corresponding to the proposed count,

(4  Presenting at least one claim corresponding to
the proposed count or identifying at least one claim already
pending in its application that corresponds to the proposed
count, and, if any claim of the patent or application identi-
fied as corresponding to the proposed count does not
correspond exactly to the proposed count, explaining why
each such claim corresponds to the proposed count, and

(5) Applying the terms of any application claim,

(i) ldentified as corresponding to the count,
and

(i)  Not previously in the application to the dis-
closure of the application.

(6) Explaining how the requirements of
35 U.S.C. 135(b) are met, if the claim presented or identi-
fied under paragraph (a)(4) of this section was not present
in the application until more than one year after the issue
date of the patent.

(b)  When an applicant seeks an interference with a
patent, examination of the application, including any
appeal to the Board, shall be conducted with special dis-
patch within the Patent and Trademark Office. The exam-
iner shall determine whether there is interfering subject
matter claimed in the application and the patent which is
patentable to the applicant subject to ajudgment in an inter-
ference. If the examiner determines that there is any inter-
fering subject matter, an interference will be declared. If the
examiner determines that there is no interfering subject
matter, the examiner shall state the reasons why an interfer-
enceis not being declared and otherwise act on the applica-
tion.

(c)  When an applicant presents a claim which corre-
sponds exactly or substantially to a claim of a patent, the
applicant shall identify the patent and the number of the
patent claim, unless the claim is presented in response to a
suggestion by the examiner. The examiner shall notify the
Commissioner of any instance where an applicant fails to
identify the patent.

(d) A notice that an applicant is seeking to provoke
an interference with a patent will be placed in the file of the
patent and a copy of the notice will be sent to the patentee.
The identity of the applicant will not be disclosed unless an
interference is declared. If a fina decision is made not to
declare an interference, a notice to that effect will be placed
in the patent file and will be sent to the patentee.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; para. (@) amended, 53 FR 23735, June 23, 1988,
effective Sept. 12, 1988; para. (8)(5)(i) revised, 58 FR
54504, Oct. 22, 1993, effective Jan. 3, 1994; para. (8)(4)
revised, para. (a)(6) added, 60 FR 14488, Mar. 17, 1995,
effective Apr. 21, 1995]
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§ 1.608 Interference between an application and a

patent; prima facie showing by applicant.

(8 When the effective filing date of an application
is three months or less after the effective filing date of a
patent, before an interference will be declared, either the
applicant or the applicant's attorney or agent of record shall
file a statement aleging that there is abasis upon which the
applicant is entitled to ajudgment relative to the patentee.

(b)  When the effective filing date of an application
is more than three months after the effective filing date of a
patent, the applicant, before an interference will be
declared, shal file evidence which may consist of patents
or printed publications, other documents, and one or more
affidavits which demonstrate that applicant is prima facie
entitled to a judgment relative to the patentee and an expla-
nation stating with particularity the basis upon which the
applicant is prima facie entitled to the judgment. Where the
basis upon which an applicant is entitled to judgment rela-
tive to a patenteeis priority of invention, the evidence shall
include affidavits by the applicant, if possible, and one or
more corroborating witnesses, supported by documentary
evidence, if available, each setting out a factual description
of acts and circumstances performed or observed by the
affiant, which collectively would primafacie entitle the
applicant to judgment on priority with respect to the effec-
tive filing date of the patent. To facilitate preparation of a
record (§ 1.653(g)) for final hearing, an applicant should
file affidavits on paper which is 21.8 by 27.9 cm. (8 1/2 x
11 inches). The significance of any printed publication or
other document which is self-authenticating within the
meaning of Rule 902 of the Federal Rules of Evidence or
§ 1.671(d) and any patent shall be discussed in an affidavit
or the explanation. Any printed publication or other docu-
ment which is not self-authenticating shall be authenticated
and discussed with particularity in an affidavit. Upon a
showing of good cause, an affidavit may be based on infor-
mation and belief. If an examiner finds an application to be
in condition for declaration of an interference, the examiner
will consider the evidence and explanation only to the
extent of determining whether a basis upon which the
application wouldbe entitled to a judgment relative to the
patenteeis alleged and, if abasisisalleged, an interference
may be declared.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]
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§ 1.609 Preparation of interference papers by exam-
iner.

When the examiner determines that an interference
should be declared, the examiner shall forward to the
Board:

(@ All relevant application and patent files and
(b) A statement identifying:

(1) The proposed count or counts and, if there
is more than one count proposed, explaining why the
counts define different patentable inventions;

(2) The claims of any application or patent
which correspond to each count, explaining why each claim
designated as corresponding to a count is directed to the
same patentable invention as the count;

(3) The claims in any application or patent
which do not correspond to each count and explaining why
each claim designated as not corresponding to any count is
not directed to the same patentable invention as any count;
and

(4)  Whether an applicant or patentee is entitled
to the benefit of the filing date of an earlier application and,
if so, sufficient information to identify the earlier applica-
tion.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; paras. (b)(1)-(b)(3) revised, 60 FR 14488, Mar. 17,
1995, effective Apr. 21, 1995]

§ 1.610 Assignment of interference to administrative
patent judge, time period for completing
interference.

(8 Each interference will be declared by an admin-
istrative patent judge who may enter al interlocutory
orders in the interference, except that only the Board shall
hear oral argument at final hearing, enter a decision under
81.617, 1.640(e), 1.652, 1.656(i) or 1.658, or enter any
other order which terminates the interference.

(b) As necessary, another administrative patent
judge may act in place of the one who declared the interfer-
ence. At the discretion of the administrative patent judge
assigned to the interference, a panel consisting of two or
more members of the Board may enter interlocutory orders.

()  Unless otherwise provided in this subpart, times
for taking action by a party in the interference will be set on
a case-by-case basis by the administrative patent judge
assigned to the interference. Times for taking action shall
be set and the administrative patent judge shall exercise
control over the interference such that the pendency of the
interference before the Board does not normally exceed
two years.

(d)  An administrative patent judge may hold a con-
ference with the parties to consider simplification of any
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issues, the necessity or desirability of amendments to
counts, the possibility of obtaining admissions of fact and
genuineness of documents which will avoid unnecessary
proof, any limitations on the number of expert witnesses,
the time and place for conducting a deposition (8 1.673(g)),
and any other matter as may aid in the disposition of the
interference. After a conference, the administrative patent
judge may enter any order which may be appropriate.

(e) The administrative patent judge may determine
a proper course of conduct in an interference for any situa-
tion not specifically covered by this part.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.611 Declaration of interference.

(8 Notice of declaration of an interference will be
sent to each party.

(b) When a notice of declaration is returned to the
Patent and Trademark Office undelivered, or in any other
circumstance where appropriate, an administrative patent
judge may send a copy of the notice to a patentee named in
a patent involved in an interference or the patentee's
assignee of record in the Patent and Trademark Office or
order publication of an appropriate notice in the Official
Gazette.

(c) Thenotice of declaration shall specify:

(1) The name and residence of each party
involved in the interference;

(2) The name and address of record of any attor-
ney or agent of record in any application or patent involved
in the interference;

(3) The name of any assignee of record in the
Patent and Trademark Office;

(4) The identity of any application or patent
involved in the interference;

(5) Where a party is accorded the benefit of the
filing date of an earlier application, the identity of the ear-
lier application;

(6) Thecount or counts and, if there is more than
one count, the examiner's explanation why the counts
define different patentable inventions;

(7) Theclaim or claims of any application or any
patent which correspond to each count;

(8) The examiner's explanation as to why each
claim designated as corresponding to a count is directed to
the same patentable invention as the count and why each
claim designated as not corresponding to any count is not
directed to the same patentable invention as any count; and

(9) Theorder of the parties.
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(d) The notice of declaration may also specify the

time for:

(1) Filing a preliminary statement as provided in
§1.621(a);

(2) Serving notice that a preliminary statement
has been filed as provided in § 1.621(b); and

(3) Filing preliminary motions authorized by
§1.633.

(6) Notice may be given in the Official Gazette
that an interference has been declared involving a patent.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
50 FR 23123, May 31, 1985; paras. (b), (c)(6), (c)(7),
(©)(8), (c)(9) & (d) revised, 60 FR 14488, Mar. 17, 1995,
effective Apr. 21, 1995]

§ 1.612 Accessto applications.

(8 After an interference is declared, each party
shall have access to and may obtain copies of the files of
any application set out in the notice declaring the interfer-
ence, except for affidavits filed under § 1.131 and any evi-
dence and explanation under § 1.608 filed separate from an
amendment. A party seeking access to any abandoned or
pending application referred to in the opponent's involved
application or access to any pending application referred to
in the opponent's patent must file a motion under § 1.635.
See § 1.11(e) concerning public access to interference files.

(b) After preliminary motions under § 1.633 are
decided (8 1.640(b)), each party shall have access to and
may obtain copies of any affidavit filed under § 1.131 and
any evidence and explanation filed under § 1.608 in any
application set out in the notice declaring the interference.

(0 Any evidence and explanation filed under
§ 1.608 in the file of any application identified in the notice
declaring the interference shall be served when required by
§1.617(b).

(d) The parties at any time may agree to exchange
copies of papers in the files of any application identified in
the notice declaring the interference.

[49 FR 48416, Dec. 12, 1984, effective Feb. 11, 1985;
50 FR 23124, May 31, 1985; para. (8) amended, 53 FR
23735, June 23, 1988, effective Sept. 12, 1988; para. (a)
revised, 60 FR 14488, Mar. 17, 1995, effective Apr. 21,
1995]

§ 1.613 Lead attorney, same attorney representing
different parties in an interference, with-
drawal of attorney or agent.

(& Each party may be required to designate one
attorney or agent of record asthe lead attorney or agent.
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(b) The same attorney or agent or members of the
same firm of attorneys or agents may not represent two or
more parties in an interference except as may be permitted
under this chapter.

(c)  Anadministrative patent judge may make neces-
sary inquiry to determine whether an attorney or agent
should be disgualified from representing a party in an inter-
ference. If an administrative patent judge is of the opinion
that an attorney or agent should be disqualified, the admin-
istrative patent judge shall refer the matter to the Commis-
sioner. The Commissioner will make a final decision as to
whether any attorney or agent should be disqualified.

(d) No attorney or agent of record in an interference
may withdraw as attorney or agent of record except with
the approval of an administrative patent judge and after rea-
sonable notice to the party on whose behalf the attorney or
agent has appeared. A request to withdraw as attorney or
agent of record in an interference shall be made by motion
(8 1.635).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; paras. () & (d) revised, 60 FR 14488, Mar. 17, 1995,
effective Apr. 21, 1995]

§ 1.614 Jurisdiction over interference.

(8 TheBoard acquires jurisdiction over an interfer-
ence when the interference is declared under § 1.611.

(b) When the interference is declared the inter-
ferenceis a contested case within the meaning of 35 U.S.C.
24.

(c) The examiner shal have jurisdiction over any
pending application until the interference is declared. An
administrative patent judge may for a limited purpose
restore jurisdiction to the examiner over any application
involved in the interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; paras. (a) & (c) revised, 60 FR 14488, Mar. 17, 1995,
effective Apr. 21, 1995]

§ 1.615 Suspension of ex parte prosecution.

(8 When aninterferenceis declared, ex parte prose-
cution of an application involved in the interference is sus-
pended. Amendments and other papers related to the
application received during pendency of the interference
will not be entered or considered in the interference without
the consent of an administrative patent judge.

(b)  Ex parte prosecution as to specified matters may
be continued concurrently with the interference with the
consent of the administrative patent judge.
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[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; revised, 60 FR 14488,
Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.616 Sanctions for failure to comply with rules or
order or for taking and maintaining a frivo-
lous position.

(8 Anadministrative patent judge or the Board may
impose an appropriate sanction against a party who fails to
comply with the regulations of this part or any order
entered by an administrative patent judge or the Board. An
appropriate sanction may include among others entry of an
order:

(1) Holding certain facts to have been established
in the interference;

(2) Precluding aparty from filing a paper;

(3) Precluding aparty from presenting or contest-
ing a particular issue;

(4) Precluding a party from requesting, obtaining,
or opposing discovery;

(50 Awarding compensatory expenses and/or
compensatory attorney fees; or

(6) Granting judgment in the interference.

(b)  Anadministrative patent judge or the Board may
impose a sanction, including a sanction in the form of com-
pensatory expenses and/or compensatory attorney fees,
against a party for taking and maintaining a frivolous posi-
tion in papersfiled in the interference.

(c) Tothe extent that an administrative patent judge
or the Board has authorized a party to compel the taking of
testimony or the production of documents or things from an
individual or entity located in a NAFTA country or aWTO
member country concerning knowledge, use, or other activ-
ity relevant to proving or disproving a date of invention
(8 1.671(h)), but the testimony, documents or things have
not been produced for use in the interference to the same
extent as such information could be made available in the
United States, the administrative patent judge or the Board
shall draw such adverse inferences as may be appropriate
under the circumstances, or take such other action permit-
ted by statute, rule, or regulation, in favor of the party that
requested the information in the interference, including
imposition of appropriate sanctions under paragraph (a) of
this section.

(d) A party may fileamotion (§ 1.635) for entry of
an order imposing sanctions, the drawing of adverse infer-
ences or other action under paragraph (a), (b) or (c) of this
section. Where an administrative patent judge or the Board
on its own initiative determines that a sanction, adverse
inference or other action against a party may be appropriate
under paragraph (@), (b) or (c) of this section, the adminis-
trative patent judge or the Board shall enter an order for the
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party to show cause why the sanction, adverse inference or
other action is not appropriate. The Board shall take action
in accordance with the order unless, within 20 days after
the date of the order, the party files a paper which shows
good cause why the sanction, adverse inference or other
action would not be appropriate.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; revised, 60 FR 14488,
Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.617 Summary judgment against applicant.

(& An administrative patent judge shall review any
evidence filed by an applicant under § 1.608(b) to deter-
mine if the applicant is prima facie entitled to a judgment
relative to the patentee. If the administrative patent judge
determines that the evidence shows the applicant is prima
facie entitled to a judgment relative to the patentee, the
interference shall proceed in the normal manner under the
regulations of this part. If in the opinion of the administra-
tive patent judge the evidence fails to show that the appli-
cant is prima facie entitled to a judgment relative to the
patentee, the administrative patent judge shall, concurrently
with the notice declaring the interference, enter an order
stating the reasons for the opinion and directing the appli-
cant, within atime set in the order, to show cause why sum-
mary judgment should not be entered against the applicant.

(b)  The applicant may file a response to the order,
which may include an appropriate preliminary motion
under 8 1.633(c), (f) or (g), and state any reasons why sum-
mary judgment should not be entered. Any request by the
applicant for a hearing before the Board shall be made in
the response. Additional evidence shall not be presented by
the applicant or considered by the Board unless the appli-
cant shows good cause why any additional evidence was
not initially presented with the evidence filed under
§1.608(b). At the time an applicant files a response, the
applicant shall serve a copy of any evidence filed under
8§ 1.608(b) and this paragraph.

(c) If aresponseisnot timely filed by the applicant,
the Board shall enter a final decision granting summary
judgment against the applicant.

(d) If aresponseistimely filed by the applicant, all
opponents may file a statement and may oppose any pre-
liminary motion filed under 8 1.633(c), (f) or (g) by the
applicant within a time set by the administrative patent
judge. The statement may set forth views as to why sum-
mary judgment should be granted against the applicant, but
the statement shall be limited to discussing why all the evi-
dence presented by the applicant does not overcome the
reasons given by the administrative patent judge for issuing
the order to show cause. Except as required to oppose a
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motion under § 1.633(c), (f) or (g) by the applicant, evi-
dence shall not be filed by any opponent. An opponent may
not request a hearing.

(e) Within a time authorized by the administrative
patent judge, an applicant may file areply to any statement
or opposition filed by any opponent.

(f)  When more than two parties are involved in an
interference, all parties may participate in summary judg-
ment proceedings under this section.

(9) If aresponse by the applicant istimely filed, the
administrative patent judge or the Board shall decide
whether the evidence submitted under § 1.608(b) and any
additional evidence properly submitted under paragraphs
(b) and (e) of this section shows that the applicant is prima
facie entitled to a judgment relative to the patentee. If the
applicant is not prima facie entitled to a judgment relative
to the patentee, the Board shall enter afinal decision grant-
ing summary judgment against the applicant. Otherwise, an
interlocutory order shall be entered authorizing the interfer-
enceto proceed in the norma manner under the regulations
of this subpart.

(h) Only an applicant who filed evidence under
§ 1.608(b) may request a hearing. If that applicant requests
a hearing, the Board may hold a hearing prior to entry of a
decision under paragraph (g) of this section. The adminis-
trative patent judge shall set a date and time for the hearing.
Unless otherwise ordered by the administrative patent
judge or the Board, the applicant and any opponent will
each be entitled to no more than 30 minutes of oral argu-
ment at the hearing.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; paras. (a), (b), (d), (e),
(9), & (h) revised, 60 FR 14488, Mar. 17, 1995, effective
Apr. 21, 1995]

§ 1.618 Return of unauthorized papers.

(& An administrative patent judge or the Board
shall return to a party any paper presented by the party
when the filing of the paper is not authorized by, or isnotin
compliance with the requirements of, this subpart. Any
paper returned will not thereafter be considered in the inter-
ference. A party may be permitted to file a corrected paper
under such conditions as may be deemed appropriate by an
administrative patent judge or the Board.

(b) When presenting a paper in an interference, a
party shall not submit with the paper a copy of a paper pre-
viougly filed in the interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; amended, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]
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§ 1.621 Preliminary statement, time for filing, notice
of filing.

(& Within the time set for filing preliminary
motions under § 1.633, each party may file a preliminary
statement. The preliminary statement may be signed by any
individua having knowledge of the facts recited therein or
by an attorney or agent of record.

(b) When a party files a preliminary statement, the
party shall also simultaneously file and serve on al oppo-
nents in the interference a notice stating that a preliminary
statement has been filed. A copy of the preliminary state-
ment need not be served until ordered by the administrative
patent judge.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; revised, 60 FR 14488,
Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.622 Preliminary statement, who made invention,
whereinvention made.

(& A party's preliminary statement must identify
the inventor who made the invention defined by each count
and must state on behalf of the inventor the facts required
by paragraph (a) of 88 1.623, 1.624, and 1.625 as may be
appropriate. When an inventor identified in the preliminary
statement is not an inventor named in the party's applica-
tion or patent, the party shall file amotion under § 1.634 to
correct inventorship.

(b) The preiminary statement shall state whether
the invention was made in the United States, a NAFTA
country (and, if so, which NAFTA country), a WTO mem-
ber country (and, if so, which WTO member country), or in
aplace other than the United States, a NAFTA country, or a
WTO member country. If made in a place other than the
United States, aNAFTA country, or aWTO member coun-
try, the preliminary statement shall state whether the party
is entitled to the benefit of 35 U.S.C. 104(a)(2).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; para. (b) revised, 60 FR 14488, Mar. 17, 1995, effec-
tive Apr. 21, 1995]

§ 1.623 Preliminary statement; invention made in
United Sates, a NAFTA country, or a WTO
member country.

(& When the invention was made in the United
States, a NAFTA country, or aWTO member country, or a
party is entitled to the benefit of 35 U.S.C. 104(a)(2), the
preliminary statement must state the following facts as to
the invention defined by each count:

(1) The date on which the first drawing of the
invention was made.
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(2) Thedate on which the first written description
of the invention was made.

(3) Thedate on which the invention was first dis-
closed by the inventor to another person.

(4) The date on which the invention was first
conceived by the inventor.

(5) The date on which the invention was first
actually reduced to practice. If the invention was not actu-
ally reduced to practice by or on behalf of the inventor prior
to the party's filing date, the preliminary statement shall so
state.

(6) Thedate after the inventor's conception of the
invention when active exercise of reasonable diligence
toward reducing the invention to practice began.

(b) If aparty intendsto prove derivation, the prelim-
inary statement must also comply with § 1.625.

(c) When a party aleges under paragraph (a)(1) of
this section that a drawing was made, a copy of the first
drawing shall be filed with and identified in the preliminary
statement. When a party aleges under paragraph (8)(2) of
this section that a written description of the invention was
made, a copy of the first written description shall be filed
with and identified in the preiminary statement. See
§1.628(b) when a copy of the first drawing or written
description cannot be filed with the preliminary statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; para. (a) revised, 60 FR 14488, Mar. 17, 1995, effec-
tive Apr. 21, 1995]

§ 1.624 Preliminary statement; invention made in a
place other than the United States, a NAFTA
country, or aWTO member country.

(8 When the invention was made in a place other
than the United States, a NAFTA country, or aWTO mem-
ber country and a party intends to rely on introduction of
the invention into the United States, a NAFTA country, or a
WTO member country, the preliminary statement must
state the following facts as to the invention defined by each
count:

(1) The date on which adrawing of the invention
was first introduced into the United States, a NAFTA coun-
try, or aWTO member country.

(2) Thedate on which awritten description of the
invention was first introduced into the United States, a
NAFTA country, or aWTO member country.

(3) Thedate on which the invention was first dis-
closed to another person in the United States, a NAFTA
country, or aWTO member country.

(4) The date on which the inventor's conception
of the invention was first introduced into the United States,
aNAFTA country, or aWTO member country.
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(5) The date on which an actual reduction to
practice of the invention was first introduced into the
United States, a NAFTA country, or a WTO member coun-
try. If an actua reduction to practice of the invention was
not introduced into the United States, a NAFTA country, or
aWTO member country, the preliminary amendment shall
SO state.

(6) The date after introduction of the inventor's
conception into the United States, a NAFTA country, or a
WTO member country when active exercise of reasonable
diligencein the United States, aNAFTA country, or aWTO
member country toward reducing the invention to practice
began.

(b) If aparty intendsto prove derivation, the prelim-
inary statement must also comply with § 1.625.

(c) When a party aleges under paragraph (a)(1) of
this section that a drawing was introduced into the United
States, a NAFTA country, or a WTO member country, a
copy of that drawing shall be filed with and identified in the
preliminary statement. When a party alleges under para-
graph (8)(2) of this section that a written description of the
invention was introduced into the United States, a NAFTA
country, or a WTO member country, a copy of that written
description shall be filed with and identified in the prelimi-
nary statement. See § 1.628(b) when a copy of the first
drawing or first written description introduced in the
United States, a NAFTA country, or a WTO member coun-
try cannot be filed with the preliminary statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; para. (8) & (c) revised,
60 FR 14488, Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.625 Preliminary statement;
opponent
(8 When a party intends to prove derivation by an
opponent from the party, the preliminary statement must
state the following as to the invention defined by each
count:
(1) Thename of the opponent.
(2) The date on which the first drawing of the
invention was made.
(3) Thedate on which the first written description
of the invention was made.
(4) Thedate on which the invention was first dis-
closed by the inventor to another person.
(5) The date on which the invention was first
conceived by the inventor.
(6) The date on which the invention was first
communicated to the opponent.
(b) If aparty intends to prove priority, the prelimi-
nary statement must also comply with § 1.623 or § 1.624.

derivation by an
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(c) When aparty alleges under paragraph (a)(2) of
this section that a drawing was made, a copy of the first
drawing shall be filed with and identified in the preliminary
statement. When a party alleges under paragraph (a)(3) of
this section that a written description of the invention was
made, a copy of the first written description shall be filed
with and identified in the preliminary statement. See
§ 1.628(b) when a first drawing or first written description
cannot be filed with the preliminary statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb.
11,1985; para. (a) revised, 60 FR 14488, Mar. 17, 1995,
effective Apr. 21, 1995]

§ 1.626 Preliminary statement; earlier application.

When a party does not intend to present evidence to
prove a conception or an actual reduction to practice and
the party intends to rely solely on the filing date of an ear-
lier filed application to prove a constructive reduction to
practice, the preliminary statement may so state and iden-
tify the earlier filed application with particularity.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.627 Preliminary statement; sealing before filing,
opening of statement.

(& The preliminary statement and copies of any
drawing or written description shall be filed in a sealed
envel ope bearing only the name of the party filing the state-
ment and the style (e.g., Jones v. Smith) and number of the
interference. The sealed envelope should contain only the
preliminary statement and copies of any drawing or written
description. If the preliminary statement isfiled through the
mail, the sealed envelope should be enclosed in an outer
envelope addressed to the Commissioner of Patents and
Trademarks in accordance with § 1.1(e).

(b) A preliminary statement may be opened only at
the direction of an administrative patent judge.

[49 FR48416, Dec. 12, 1984, added effective Feb. 11,
1985; para. (b) revised, 60 FR 14488, Mar. 17, 1995, effec-
tive Apr. 21, 1995]

§ 1.628 Preliminary statement; correction of error.
(& A material error arising through inadvertence or
mistake in connection with a preliminary statement or
drawings or a written description submitted therewith or
omitted therefrom may be corrected by a motion (§ 1.635)
for leave to file a corrected statement. The motion shall be
supported by an affidavit stating the date the error was first
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discovered, shall be accompanied by the corrected state-
ment and shall be filed as soon as practical after discovery
of the error. If filed on or after the date set by the adminis-
trative patent judge for service of preliminary statements,
the motion shall also show that correction of the error is
essential to the interest of justice.

(b)  When aparty cannot attach a copy of a drawing
or awritten description to the party's preliminary statement
as required by § 1.623(c), § 1.624(c) or 8 1.625(c), the
party shall show good cause and explain in the preliminary
statement why a copy of the drawing or written description
cannot be attached to the preliminary statement and shall
attach to the preliminary statement the earliest drawing or
written description made in or introduced into the United
States, a NAFTA country, or a WTO member country
whichisavailable. The party shall fileamotion (§ 1.635) to
amend its preliminary statement promptly after the first
drawing, first written description, or drawing or written
description first introduced into the United States, a
NAFTA country, or a WTO member country becomes
available. A copy of the drawing or written description may
be obtained, where appropriate, by a motion (8§ 1.635)for
additional discovery under § 1.687 or during a testimony
period.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.629 Effect of preliminary statement.

(& A party shal be strictly held to any date alleged
in the preliminary statement. Doubts as to definiteness or
sufficiency of any allegation in a preliminary statement or
compliance with formal requirements will be resolved
against the party filing the statement by restricting the party
to its effective filing date or to the latest date of a period
alleged in the preliminary statement, as may be appropriate.
A party may not correct a preliminary statement except as
provided by § 1.628.

(b)  Evidence which shows that an act alleged in the
preliminary statement occurred prior to the date alleged in
the statement shall establish only that the act occurred as
early as the date alleged in the statement.

(¢c) If aparty does not file a preliminary statement,
the party:

(1) Shall be restricted to the party's effective fil-
ing date and
(2)  Will not be permitted to prove that:
(i)  The party made the invention prior to the
party'sfiling date or
(i)  Any opponent derived the invention from
the party.
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(d) If a party files a preliminary statement which
contains an allegation of adate of first drawing or first writ-
ten description and the party does not file a copy of thefirst
drawing or written description with the preliminary state-
ment as required by § 1.623(c), § 1.624(c), or § 1.625(c),
the party will be restricted to the party's effective filing date
as to that allegation unless the party complies with
§ 1.628(b). The content of any drawing or written descrip-
tion submitted with a preliminary statement will not nor-
mally be evaluated or considered by the Board.

(e) A preliminary statement shall not be used as evi-
dence on behalf of the party filing the statement.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; paras. (a), (c)(1) & (d) revised, 60 FR 14488, Mar.
17, 1995, effective Apr. 21, 1995]

§ 1.630 Relianceon earlier application.

A party shall not be entitled to rely on the filing date of
an earlier filed application unless the earlier application is
identified (§ 1.611(c)(5)) in the notice declaring the inter-
ference or the party files a preliminary motion under
§ 1.633 seeking the benefit of the filing date of the earlier
application.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.631 Access to preliminary statement, service of
preliminary statement.

(8 Unless otherwise ordered by an administrative
patent judge, concurrently with entry of a decision on pre-
l[iminary motions filed under § 1.633 any preliminary state-
ment filed under § 1.621(a) shall be opened to inspection
by the senior party and any junior party who filed a prelim-
inary statement. Within a time set by the administrative
patent judge, a party shall serve a copy of its preliminary
statement on each opponent who served a notice under
8§ 1.621(b).

(b) A junior party who does not file a preliminary
statement shall not have accessto the preliminary statement
of any other party.

(c) If an interference is terminated before the pre-
liminary statements have been opened, the preliminary
statements will remain sealed and will be returned to the
respective parties who submitted the statements.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; revised, 60 FR 14488,
Mar. 17, 1995, effective Apr. 21, 1995]
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§ 1.632 Notice of intent to argue abandonment, sup-
pression or concealment by opponent.

A notice shall be filed by a party who intends to argue
that an opponent has abandoned, suppressed, or concealed
an actual reduction to practice (35 U.S.C. 102(g)). A party
will not be permitted to argue abandonment, suppression,
or concealment by an opponent unless the notice is timely
filed. Unless authorized otherwise by an administrative
patent judge, a notice is timely when filed within ten (10)
days after the close of the testimony-in-chief of the oppo-
nent.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.633 Preliminary motions.
A party may file the following preliminary motions:

(& A motion for judgment against an opponent's
claim designated to correspond to a count on the ground
that the claim is not patentable to the opponent. The motion
shall separately address each claim alleged to be unpatent-
able. In deciding an issue raised in amotion filed under this
paragraph (a), aclaim will be construed in light of the spec-
ification of the application or patent in which it appears. A
motion under this paragraph shall not be based on:

(1) Priority of invention by the moving party
asagainst any opponent or

2 Derivation of the invention by an opponent
from the moving party. See § 1.637(a).

(b) A motion for judgment on the ground that
there is no interference-in-fact. A motion under this para
graph is proper only if the interference involves a design
application or patent or a plant application or patent or no
claim of a party which correspondsto a count isidentica to
any claim of an opponent which corresponds to that count.
See § 1.637(8). When claims of different parties are pre-
sented in “means plus function” format, it may be possible
for the claims of the different parties not to define the same
patentable invention even though the claims contain the
same literal wording.

(c) A motion to redefine the interfering subject
matter by (1) adding or substituting a count, (2) amending
an application claim corresponding to a count or adding a
claim in the moving party's application to be designated to
correspond to a count, (3) designating an application or
patent claim to correspond to a count, (4) designating an
application or patent claim as not corresponding to a count,
or (5) requiring an opponent who is an applicant to add a
claim and to designate the claim to correspond to a count.
See § 1.637(a) and (c).
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(d) A motion to substitute a different application
owned by aparty for an application involved in the interfer-
ence. See § 1.637(a) and (d).

(e) A motion to declare an additional interference
(1) between an additional application not involved in the
interference and owned by a party and an opponent's appli-
cation or patent involved in the interference or (2) when an
interference involves three or more parties, between less
than all applications and any patent involved in the interfer-
ence. See § 1.637 (8) and (€).

(f) A motion to be accorded the benefit of the fil-
ing date of an earlier filed application. See § 1.637 (a) and
(®).

(9) A motion to attack the benefit accorded an
opponent in the notice declaring the interference of the fil-
ing date of an earlier filed application. See § 1.637 (a) and
(9)-

(h)  When a patent is involved in an interference
and the patentee has on file or files an application for reis-
sue under 8 1.171, a motion to add the application for reis-
sueto theinterference. See § 1.637(a) and (h).

(i)  When amotion is filed under paragraph (a),
(b), or (g) of this section, an opponent, in addition to oppos-
ing the motion, may file amotion to redefine the interfering
subject matter under paragraph (c) of this section, a motion
to substitute a different application under paragraph (d) of
this section, or a motion to add a reissue application to the
interference under paragraph (h) of this section.

() Whenamotionisfiled under paragraph (c)(1)
of this section an opponent, in addition to opposing the
motion, may file a motion for benefit under paragraph (f) of
this section as to the count to be added or substituted.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; paras. (a), (b), (), (9),
& (i) revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.634 Motion to correct inventorship.

A party may file a motion to (a) amend its application
involved in an interference to correct inventorship as pro-
vided by § 1.48 or (b) correct inventorship of its patent
involved in an interference as provided in § 1.324. See
§1.637(a).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.635 Miscellaneous motions.
A party seeking entry of an order relating to any matter
other than a matter which may be raised under §81.633 or
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1.634 may file a motion requesting entry of the order. See
§1.637 (a) and (b).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.636 Motions, timefor filing.

(& A preliminary motion under § 1.633 (a) through
(h) shall be filed within a time period set by an administra-
tive patent judge.

(b) A preliminary motion under § 1.633 (i) or (j)
shal be filed within 20 days of the service of the prelimi-
nary motion under § 1.633 (a), (b), (c)(1), or (g) unless oth-
erwise ordered by an administrative patent judge.

(¢) A motion under § 1.634 shall be diligently filed
after an error is discovered in the inventorship of an appli-
cation or patent involved in an interference unless other-
wise ordered by an administrative patent judge.

(d) A motion under § 1.635 shall be filed as speci-
fied in this subpart or when appropriate unless otherwise
ordered by an administrative patent judge.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; revised, 60 FR 14488,
Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.637 Content of motions.

(& A party filing a motion has the burden of proof
to show that it is entitled to the relief sought in the motion.
Each motion shall include a statement of the precise relief
requested, a statement of the material factsin support of the
motion, in numbered paragraphs, and afull statement of the
reasons why the relief requested should be granted. If a
party files a motion for judgment under 8 1.633(a) against
an opponent based on the ground of unpatentability over
prior art, and the dates of the cited prior art are such that the
prior art appears to be applicable to the party, it will be pre-
sumed, without regard to the dates aleged in the prelimi-
nary statement of the party, that the cited prior art is
applicable to the party unless there is included with the
motion an explanation, and evidence if appropriate, as to
why the prior art does not apply to the party.

(b)  Unless otherwise ordered by an administrative
patent judge or the Board, a motion under § 1.635 shall
contain a certificate by the moving party stating that the
moving party has conferred with all opponents in an effort
in good faith to resolve by agreement the issues raised by
the motion. The certificate shall indicate whether any oppo-
nent plans to oppose the motion. The provisions of this
paragraph do not apply to a motion to suppress evidence
(8 1.656(h)).
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(c) A preliminary motion under § 1.633(c) shall
explain why the interfering subject matter should be rede-
fined.

(1) A preliminary motion seeking to add or sub-
stitute a count shall:

(i)  Propose each count to be added or substi-
tuted.

(i)  When the moving party is an applicant,
show the patentability to the applicant of all claimsin, or
proposed to be added to, the party's application which cor-
respond to each proposed count and apply the terms of the
claims to the disclosure of the party's application; when
necessary a moving party applicant shal file with the
motion an amendment adding any proposed claim to the
application.

(iii) ldentify al claims in an opponent's appli-
cation which should be designated to correspond to each
proposed count; if an opponent's application does not con-
tain such a claim, the moving party shall propose aclaim to
be added to the opponent's application. The moving party
shall show the patentability of any proposed claims to the
opponent and apply the terms of the claims to the disclo-
sure of the opponent's application.

(iv) Designate the clams of any patent
involved in the interference which define the same patent-
able invention as each proposed count.

(v)  Show that each proposed count defines a
separate patentable invention from every other count pro-
posed to remain in the interference.

(vi) Be accompanied by a motion under
§ 1.633(f) requesting the benefit of the filing date of any
earlier filed application, if benefit of the earlier filed appli-
cation is desired with respect to a proposed count.

(vii) If an opponent is accorded the benefit of
the filing date of an earlier filed application in the notice of
declaration of the interference, show why the opponent is
not also entitled to benefit of the earlier filed application
with respect to the proposed count. Otherwise, the oppo-
nent will be presumed to be entitled to the benefit of the
earlier filed application with respect to the proposed count.

(2) A preliminary motion seeking to amend an
application claim corresponding to a count or adding a
claim to be designated to correspond to a count shall:

(i)  Propose an amended or added claim.

(i) Show that the claim proposed to be
amended or added defines the same patentable invention as
the count.

(iii) Show the patentability to the applicant of
each claim proposed to be amended or added and apply the
terms of the claim proposed to be amended or added to the
disclosure of the application; when necessary a moving
party applicant shall file with the motion a proposed

R-110



PATENT RULES

amendment to the application amending the claim corre-
sponding to the count or adding the proposed additional
claim to the application.

(3) A preliminary motion seeking to designate an
application or patent claim to correspond to a count shall:

(i)  ldentify the claim and the count.

(i)  Show the claim defines the same patent-
able invention as another claim whose designation as corre-
sponding to the count the moving party does not dispute.

(4) A preliminary motion seeking to designate an
application or patent claim as not corresponding to a count
shall:

(i)  ldentify the claim and the count.

(i) Show that the claim does not define the
same patentable invention as any other claim whose desig-
nation in the notice declaring the interference as corre-
sponding to the count the party does not dispute.

(5) A preliminary motion seeking to require an
opponent who is an applicant to add a claim and designate
the claim as corresponding to a count shall:

(i)  Propose aclaim to be added by the oppo-
nent.

(i)  Show the patentability to the opponent of
the claim and apply the terms of the claim to the disclosure
of the opponent's application.

(iii)  ldentify the count to which the claim shall
be designated to correspond.

(iv) Show the claim defines the same patent-
able invention as the count to which it will be designated to
correspond.

(d) A preliminary motion under § 1.633(d) to substi-
tute a different application of the moving party shall:

(1) Identify the different application.

(2) Certify that a complete copy of the file of the
different application, except for documents filed under
§1.131 or § 1.608, has been served on al opponents.

(3) Show the patentability to the applicant of al
claimsin, or proposed to be added to, the different applica-
tion which correspond to each count and apply the terms of
the claims to the disclosure of the different application;
when necessary the applicant shall file with the motion an
amendment adding a claim to the different application.

(e A preliminary motion to declare an additional
interference under 8 1.633(e) shall explain why an addi-
tional interference is necessary.

(1) When the preliminary motion seeks an addi-
tional interference under § 1.633(€)(1), the motion shall:

(i)  ldentify the additional application.

(i)  Certify that a complete copy of the file of
the additional application, except for documents filed under
§1.131 or § 1.608, has been served on al opponents.
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(iii) Propose a count for the additional interfer-
ence.

(iv) Show the patentability to the applicant of
al claims in, or proposed to be added to, the additional
application which correspond to each proposed count for
the additional interference and apply the terms of the
claims to the disclosure of the additional application; when
necessary the applicant shall file with the motion an
amendment adding any claim to the additional application.

(v) When the opponent is an applicant, show
the patentability to the opponent of any claims in, or pro-
posed to be added to, the opponent's application which cor-
respond to the proposed count and apply the terms of the
claims to the disclosure of the opponent's application.

(vi) ldentify @l claimsin the opponent's appli-
cation or patent which should be designated to correspond
to each proposed count; if the opponent's application does
not contain any such claim, the motion shall propose a
claim to be added to the opponent's application.

(vii) Show that each proposed count for the
additional interference defines a separate patentable inven-
tion from all counts of the interference in which the motion
isfiled.

(viii) Be accompanied by a motion under
§ 1.633(f) requesting the benefit of the filing date of an ear-
lier filed application, if benefit is desired with respect to a
proposed count.

(ix) If an opponent is accorded the benefit of
the filing date of an earlier filed application in the notice of
declaration of the interference, show why the opponent is
not also entitled to benefit of the earlier filed application
with respect to the proposed count. Otherwise, the oppo-
nent will be presumed to be entitled to the benefit of the
earlier filed application with respect to the proposed count.

(2) When the preliminary motion seeks an addi-
tiona interference under § 1.633(e)(2), the motion shall:

(i) ldentify any application or patent to be
involved in the additional interference.

(i)  Propose a count for the additional interfer-
ence.

(i) When the moving party is an applicant,
show the patentability to the applicant of al clams in, or
proposed to be added to, the party's application which cor-
respond to each proposed count and apply the terms of the
claims to the disclosure of the party's application; when
necessary a moving party applicant shall file with the
motion an amendment adding any proposed claim to the
application.

(iv) ldentify all claimsin any opponent's appli-
cation which should be designated to correspond to each
proposed count; if an opponent's application does not con-
tain such a claim, the moving party shall propose aclaimto
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be added to the opponent's application. The moving party
shall show the patentability of any proposed claim to the
opponent and apply the terms of the claim to the disclosure
of the opponent's application.

(v) Designate the claims of any patent
involved in the interference which define the same patent-
able invention as each proposed count.

(vi) Show that each proposed count for the
additional interference defines a separate patentable inven-
tion from all counts in the interference in which the motion
isfiled.

(vii) Be accompanied by a motion under
§ 1.633(f) requesting the benefit of the filing date of an ear-
lier filed application, if benefit is desired with respect to a
proposed count.

(viii) If an opponent is accorded the benefit of
the filing date of an earlier filed application in the notice of
declaration of the interference, show why the opponent is
not also entitled to benefit of the earlier filed application
with respect to the proposed count. Otherwise, the oppo-
nent will be presumed to be entitled to the benefit of the
earlier filed application with respect to the proposed count.

(f) A preliminary motion for benefit under
§1.633(f) shall:

(1) Identify the earlier application.

(2) When the earlier application is an application
filed in the United States, certify that a complete copy of
the file of the earlier application, except for documents
filed under § 1.131 or § 1.608, has been served on all oppo-
nents. When the earlier application isan application filed in
aforeign country, certify that a copy of the application has
been served on all opponents. If the earlier filed application
is not in English, the requirements of § 1.647 must also be
met.

(3) Show that the earlier application constitutes a
constructive reduction to practice of each count.

(9) A preliminary motion to attack benefit under
§1.633(g) shall explain, asto each count, why an opponent
should not be accorded the benefit of the filing date of the
earlier application.

(h) A preliminary motion to add an application for
reissue under § 1.633(h) shall:

(1) Identify the application for reissue.

(2) Certify that a complete copy of the file of the
application for reissue has been served on all opponents.

(3) Show the patentability of al clamsin, or pro-
posed to be added to, the application for reissue which cor-
respond to each count and apply the terms of the claims to
the disclosure of the application for reissue; when neces-
sary a moving applicant for reissue shall file with the
motion an amendment adding any proposed claim to the
application for reissue.
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(4) Beaccompanied by amotion under § 1.633(f)
requesting the benefit of the filing date of any earlier filed
application, if benefit isdesired.

[49 FR 48416, Dec. 12, 1984, added effective Feb.
11, 1985; 50 FR 23124, May 31, 1985; para. (€)(1)(vi)
revised 53 FR 23735, June 23, 1988, effective Sept. 12,
1988; para. (a) revised, 58 FR 49432, Sept. 23, 1993, effec-
tive Oct. 25, 1993; paras. (a), (b), (c)(1)(v), (c)(L)(vi),
(©)(20(ii), (c)(2)(iii), (c)(3)(ii), (c)(4)(ii), (d), (e)(D)(viii),
(©@vii), ((2), & (h)(4) revised, paras. (c)(2)(iv),
(©)(3)(iii), & (d)(4) removed, paras. (c)(1)(vii), (€)(1)(ix),
& (e)(2)(viii) added, 60 FR 14488. Mar. 17, 1995, effective
Apr. 21, 1995]

§ 1.638 Opposition and reply; time for filing opposi-
tion and reply.

(8 Unless otherwise ordered by an administrative
patent judge, any opposition to any motion shall be filed
within 20 days after service of the motion. An opposition
shall identify any material fact set forth in the motion
which isin dispute and include an argument why the relief
reguested in the motion should be denied.

(b)  Unless otherwise ordered by an administrative
patent judge, any reply shall be filed within 15 days after
service of the opposition. A reply shall be directed only to
new points raised in the opposition.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.639 Evidencein support of motion, opposition, or
reply.

(8 Except as provided in paragraphs (c) through (g)
of this section, proof of any material fact aleged in a
motion, opposition, or reply must be filed and served with
the motion, opposition, or reply unless the proof relied
upon is part of the interference file or the file of any patent
or application involved in the interference or any earlier
application filed in the United States of which a party has
been accorded or seeks to be accorded benefit.

(b)  Proof may beintheform of patents, printed pub-
lications, and affidavits. The pages of any affidavits filed
under this paragraph shall, to the extent possible, be given
sequential numbers, which shall also serve as the record
page numbers for the affidavits in the event they are
included in the party's record (§ 1.653). Any patents and
printed publications submitted under this paragraph and
any exhibits identified in affidavits submitted under this
paragraph shall, to the extent possible, be given sequential
exhibit numbers, which shall aso serve as the exhibit num-
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bers in the event the patents, printed publications and
exhibits are filed with the party's record (8§ 1.653).

(c) If aparty believesthat additional evidencein the
form of testimony that is unavailable to the party is neces-
sary to support or oppose a preliminary motion under
§1.633 or a motion to correct inventorship under § 1.634,
the party shall describe the nature of any proposed testi-
mony as specified in paragraphs (d) through (g) of this sec-
tion. If the administrative patent judge finds that testimony
is needed to decide the motion, the administrative patent
judge may grant appropriate interlocutory relief and enter
an order authorizing the taking of testimony and deferring a
decision on the motion to final hearing.

(d)  When additiona evidence in the form of expert-
witness testimony is needed in support of or opposition to a
preliminary motion, the moving party or opponent should:

(1) Identify the person whom it expects to use as
an expert;
(2) State the field in which the person is alleged
to be an expert; and
(3 State:
(i)  The subject matter on which the person is
expected to testify;
(i)  Thefacts and opinions to which the person
is expected to testify; and
(iii) A summary of the grounds and basis for
each opinion.

(e) When additional evidence in the form of fact-
witness testimony is necessary, stete the facts to which the
witness is expected to testify.

(f) If the opponent is to be called, or if evidence in
the possession of the opponent is necessary, explain the evi-
dence sought, what it will show, and why it is needed.

() When inter partes tests are to be performed,
describe the tests stating what they will be expected to
show.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; para. (c) revised, 58 FR 49432, Sept. 23, 1993, effec-
tive Oct. 25, 1993; paras. (d)-(g) added, 58 FR 49432, Sept.
23, 1993, effective Oct. 25, 1993; paras. (a)-(d)(1) revised,
60 FR 14488, Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.640 Motions, hearing and decision, redeclaration
of interference, order to show cause.

(& A hearing on amotion may be held in the discre-
tion of the administrative patent judge. The administrative
patent judge shall set the date and time for any hearing. The
length of oral argument at a hearing on amotion is a matter
within the discretion of the administrative patent judge. An
administrative patent judge may direct that a hearing take
place by telephone.
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(b) Unless an administrative patent judge or the
Board is of the opinion that an earlier decision on a prelim-
inary motion would materially advance the resolution of
the interference, decision on a preliminary motion shall be
deferred to final hearing. Motions not deferred to final
hearing will be decided by an administrative patent judge.
An administrative patent judge may consult with an exam-
iner in deciding motions. An administrative patent judge
may take up motions for decisions in any order, may grant,
deny, or dismiss any motion, and may take such other
action which will secure the just, speedy, and inexpensive
determination of the interference. A matter raised by a
party in support of or in opposition to a motion that is
deferred to final hearing will not be entitled to consider-
ation at final hearing unless the matter is raised in the
party's brief at final hearing. If the administrative patent
judge determines that the interferenceshall proceed to final
hearing on the issue of priority or derivation, atime shall be
set for each party to file a paper identifying any decisions
on motions or on matters raised sua sponte by the adminis-
trative patent judge that the party wishes to have reviewed
at final hearing as well asidentifying any deferred motions
that the party wishes to have considered at final hearing.
Any evidence that a party wishes to have considered with
respect to the decisions and deferred motions identified by
the party or by an opponent for consideration or review at
final hearing shall be filed or, if appropriate, noticed under
§1.671(e) during the testimony-in-chief period of the party.

(1) When appropriate after the time expires for
filing replies to oppositions to preliminary motions, the
administrative patent judge will set a time for filing any
amendment to an application involved in the interference
and for filing a supplemental preliminary statement as to
any new counts which may become involved in the inter-
ference if a preliminary motion to amend or substitute a
count has been filed. Failure or refusal of a party to timely
present an amendment required by an administrative patent
judge shall be taken without further action as a disclaimer
by that party of the invention involved. A supplemental
preliminary statement shall meet the requirements specified
in 8 1.623, 1.624, 1.625, or 1.626, but need not be filed if a
party states that it intendsto rely on a preliminary statement
previously filed under § 1.621(a). At an appropriate timein
the interference, and when necessary, an order will be
enteredredeclaring the interference.

(2) After the time expires for filing preliminary
motions, a further preliminary motion under 8 1.633 will
not be considered except as provided by § 1.645(b).

()  When adecision on any motion under 88 1.633,
1.634, or 1.635 or on any matter raised sua sponte by an
administrative patent judge is entered which does not result
in the issuance of an order to show cause under paragraph
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(d) of this section, a party may file arequest for reconsider-
ation within 14 days after the date of the decision. The
request for reconsideration shall be filed and served by
hand or Express Mail. The filing of a request for reconsid-
eration will not stay any time period set by the decision.
The request for reconsideration shall specify with particu-
larity the points believed to have been misapprehended or
overlooked in rendering the decision. No opposition to a
request for reconsideration shall be filed unless requested
by an administrative patent judge or the Board. A decision
ordinarily will not be modified unless an opposition has
been requested by an administrative patent judge or the
Board. Therequest for reconsideration normally will be
acted on by the administrative patent judge or the pand of
the Board which issued the decision.

(d An administrative patent judge may issue an
order to show cause why judgment should not be entered
against a party when:

(1) A decision on a motion or on a matter raised
sua sponte by an administrative patent judge is entered
which is dispositive of the interference against the party as
to any count;

(2) The party is ajunior party who fails to file a
preliminary statement; or

(3) Theparty isajunior party whose preliminary
statement fails to overcome the effective filing date of
another party.

(60 When an order to show cause is issued under
paragraph (d) of this section, the Board shall enter judg-
ment in accordance with the order unless, within 20 days
after the date of the order, the party against whom the order
issued files a paper which shows good cause why judgment
should not be entered in accordance with the order.

(1)  If the order was issued under paragraph (d)(1)
of this section, the paper may:

()  Request that final hearing be set to review
any decision which is the basis for the order as well as any
other decision of the administrative patent judge that the
party wishesto have reviewed by the Board at fina hearing
or

(i)  Fully explain why judgment should not be
entered.

(2) Any opponent may file a response to the
paper within 20 days of the date of service of the paper. If
the order was issued under paragraph (d)(1) of this section
and the party's paper includes a request for fina hearing,
the opponent's response must identify every decision of the
administrative patent judge that the opponent wishes to
have reviewed by the Board at afina hearing. If the order
was issued under paragraph (d)(1) of this section and the
paper does not include arequest for final hearing, the oppo-
nent's response may include a request for final hearing,
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which must identify every decision of the administrative
patent judge that the opponent wishes to have reviewed by
the Board at a final hearing. Where only the opponent's
response includes a request for afinal hearing, the party fil-
ing the paper shall, within 14 days from the date of service
of the opponent's response, file a replyidentifying any other
decision of the administrative patent judge that the party
wishes to have reviewed by the Board at afinal hearing.

(3) The paper or the response should be accom-
panied by a motion (8§ 1.635) requesting atestimony period
if either party wishes to introduce any evidence to be con-
sidered at final hearing (§ 1.671). Any evidence that a party
wishes to have considered with respect to the decisions and
deferred motions identified for consideration or review at
fina hearing shall be filed or, if appropriate, noticed under
§ 1.671(e) during the testimony period of the party.
A request for a testimony period shall be construed as
including arequest for fina hearing.

(4) If the paper contains an explanation of why
judgment should not be entered in accordance with the
order, and if no party has requested a final hearing, the
decision that is the basis for the order shal be reviewed
based on the contents of the paper and the response. If the
paper fails to show good cause, the Board shall enter judg-
ment against the party against whom the order issued.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; paras. (8)-(€) revised,
60 FR 14488, Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.641 Unpatentability discovered by administrative
patent judge.

(@ During the pendency of an interference, if the
administrative patent judge becomes aware of areason why
aclaim designated to correspond to a count may not be pat-
entable, the administrative patent judge may enter an order
notifying the parties of the reason and set a time within
which each party may present its views, including any
argument and any supporting evidence, and, in the case of
the party whose claim may be unpatentable, any appropri-
ate preliminary motions under 88 1.633(c), (d) and (h).

(b) If a party timely files a preliminary motion in
responseto the order of the administrative patent judge, any
opponent may file an opposition (§ 1.638(a)). If an oppo-
nent files an opposition, the party may reply (8 1.638(b)).

(c) After considering any timely filed views, includ-
ing any timely filed preliminary motions under 8 1.633,
oppositions and replies, the administrative patent judge
shall decide how the interference shall proceed.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]
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§ 1.642 Addition of application or patent to interfer-
ence.

During the pendency of an interference, if the adminis-
trative patent judge becomes aware of an application or a
patent not involved in the interference which claims the
same patentable invention as a count in the interference, the
administrative patent judge may add the application or
patent to the interference on such terms as may be fair to all
parties.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised. 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.643 Prosecution of interference by assignee.

(& An assignee of record in the Patent and Trade-
mark Office of the entire interest in an application or patent
involved in an interference is entitled to conduct prosecu-
tion of the interference to the exclusion of the inventor.

(b)  Anassignee of apart interest in an application or
patent involved in an interference may file a motion
(8 1.635) for entry of an order authorizing it to prosecute
the interference. The motion shall show the inability or
refusal of the inventor to prosecute the interference or other
cause why it is in the interest of justice to permit the
assignee of a part interest to prosecute the interference. The
administrative patent judge may alow the assignee of a
part interest to prosecute the interference upon such terms
as may be appropriate.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; para. (b) revised, 60 FR 14488, Mar. 17, 1995, effec-
tive Apr. 21, 1995]

§ 1.644 Petitionsin interferences.

(8 There is no appea to the Commissioner in an
interference from a decision of an administrative patent
judge or the Board. The Commissioner will not consider a
petition in an interference unless:

(1) The petition is from adecision of an adminis-
trative patent judge or the Board and the administrative
patent judge or the Board shall be of the opinion that the
decision involves a controlling question of procedure or an
interpretation of a rule as to which there is a substantial
ground for a difference of opinion and that an immediate
decision on petition by the Commissioner may materialy
advance the ultimate termination of the interference;

(2) The petition seeks to invoke the supervisory
authority of the Commissioner and does not relate to the
merits of priority of invention or patentability or the admis-
sibility of evidence under the Federal Rules of Evidence; or
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(3) The petition seeksrelief under § 1.183.

(b) A petition under paragraph (a)(1) of this section
filed more than 15 days after the date of the decision of the
administrative patent judge or the Board may be dismissed
as untimely. A petition under paragraph (a)(2) of this sec-
tion shall not befiled prior to the party's brief for final hear-
ing (see § 1.656). Any petition under paragraph (a)(3) of
this section shall be timely if it is filed simultaneously with
aproper motion under § 1.633, 1.634, or 1.635 when grant-
ing the motion would require waiver of arule. Any opposi-
tion to a petition under paragraphs (a)(1) or (8)(2) of this
section shall be filed within 20 days of the date of service
of the petition. Any opposition to a petition under para-
graph (8)(3) of this section shall be filed within 20 days of
the date of service of the petition or the date an opposition
to the motion is due, whichever is earlier.

(c) The filing of a petition shall not stay the pro-
ceeding unless a stay is granted in the discretion of the
administrative patent judge, the Board, or the Commis-
sioner.

(d) Any petition must contain a statement of the
facts involved, in numbered paragraphs, and the point or
points to be reviewed and the action requested. The petition
will be decided on the basis of the record made before the
administrative patent judge or the Board, and no new evi-
dence will be considered by the Commissioner in deciding
the petition. Copies of documents already of record in the
interference shall not be submitted with the petition or
opposition.

()  Any petition under paragraph (&) of this section
shall be accompanied by the petition fee set forth in
§1.17(h).

(f)  Any request for reconsideration of a decision by
the Commissioner shall be filed within 14 days of the deci-
sion of the Commissioner and must be accompanied by the
fee set forth in § 1.17(h). No opposition to a request for
reconsideration shall be filed unless requested by the Com-
missioner. The decision will not ordinarily be modified
unless such an opposition has been requested by the Com-
missioner.

(9) Where reasonably possible, service of any peti-
tion, opposition, or request for reconsideration shall be
such that delivery is accomplished within one working day.
Service by hand or Express Mail complies with this para-
graph.

(h) An ora hearing on the petition will not be
granted except when considered necessary by the Commis-
sioner.

(i)  The Commissioner may delegate to appropriate
Patent and Trademark Office employees the determination
of petitions under this section.
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[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; paras. (a)-(8)(2), (b)-(g)
revised, 60 FR 14488, Mar. 17, 1995, effective Apr. 21,
1995]

§ 1.645 Extension of time, late papers, stay of pro-
ceedings.

(8 Except to extend the time for filing a notice of
appeal to the U.S. Court of Appeals for the Federal Circuit
or for commencing acivil action, a party may file a motion
(8 1.635) seeking an extension of time to take action in an
interference. See § 1.304(a) for extensions of timefor filing
anotice of appeal to the U.S. Court of Apped s for the Fed-
eral Circuit or for commencing a civil action. The motion
shall be filed within sufficient time to actually reach the
administrative patent judge before expiration of the time
for taking action. A moving party should not assume that
the motion will be granted even if there is no objection by
any other party. The motion will be denied unless the mov-
ing party shows good cause why an extension should be
granted. The press of other business arising after an admin-
istrative patent judge sets a time for taking action will not
normally constitute good cause. A motion seekingaddi-
tional time to take testimony because a party has not been
ableto procure the testimony of awitness shall set forth the
name of the witness, any steps taken to procure the testi-
mony of the witness, the dates on which the steps were
taken, and the facts expected to be proved through the wit-
ness.

(b)  Any paper belatedly filed will not be considered
except upon motion (§ 1.635) which shows good cause why
the paper was not timely filed, or where an administrative
patent judge or the Board, sua sponte, is of the opinion that
it would be in the interest of justice to consider the paper.
See § 1.304(a) for exclusive procedures relating to belated
filing of a notice of appeal to the U.S. Court of Appeals for
the Federa Circuit or belated commencement of a civil
action.

(¢c) The provisions of § 1.136 do not apply to time
periodsin interferences.

(d) An administrative patent judge may stay pro-
ceedingsin an interference.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; paras. (a) and (b), 54
FR 29553, July 13, 1989, effective Aug. 20, 1989; paras.
(@, (b), & (d) revised, 60 FR 14488, Mar. 17, 1995, effec-
tive Apr. 21, 1995]

§ 1.646 Serviceof papers, proof of service.
(& A copy of every paper filed in the Patent and
Trademark Office in an interference or an application or
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patent involved in the interference shall be served upon all
other parties except:

(1) Preliminary statements when filed under
§1.621; preliminary statements shall be served when ser-
vice isordered by an administrative patent judge.

(2) Certified transcripts and exhibits which
accompany the transcripts filed under § 1.676; copies of
transcripts shall be served as part of a party's record under
§ 1.653(c).

(b) Service shal be on an attorney or agent for a
party. If there is no attorney or agent for the party, service
shall be on the party. An administrative patent judge may
order additional service or waive service where appropri-
ate.

() Unless otherwise ordered by an administrative
patent judge, or except as otherwise provided by this sub-
part, service of a paper shall be made as follows:

(1) By handing a copy of the paper or causing a
copy of the paper to be handed to the person served.

(2) By leaving acopy of the paper with someone
employed by the person at the person's usua place of busi-
ness.

(3) When the person served has no usual place of
business, by leaving a copy of the paper at the person's res-
idence with someone of suitable age and discretion then
residing therein.

(4 By mailing a copy of the paper by first class
mail; when serviceis by first class mail the date of mailing
isregarded as the date of service.

(5) By mailing a copy of the paper by Express
Mail; when service is by Express Mail the date of deposit
with the U.S. Postal Service is regarded as the date of ser-
vice.

(6) When it is shown to the satisfaction of an
administrative patent judge that none of the above methods
of obtaining or serving the copy of the paper was success-
ful, the administrative patent judge may order service by
publication of an appropriate notice in the Official Gazette.

(d) Anadministrative patent judge may order that a
paper be served by hand or Express Mail.

(e) The due date for serving a paper is the same as
the due date for filing the paper in the Patent and Trade-
mark Office. Proof of service must be made before a paper
will be considered in an interference. Proof of service may
appear on or be affixed to the paper. Proof of service shall
include the date and manner of service. In the case of per-
sonal service under paragraphs (c)(1) through (c)(3) of this
section, proof of service shal include the names of any per-
son served and the person who made the service. Proof of
service may be made by an acknowledgment of service by
or on behalf of the person served or a statement signed by
the party or the party's attorney or agent containing the
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information required by this section. A statement of an
attorney or agent attached to, or appearing in, the paper
stating the date and manner of service will be accepted as
prima facie proof of service.

[49 FR 48416, Dec. 12, 1984, added effective Feb.
11,1985; 50 FR 23124, May 31, 1985; paras. (a)(1)-(c)(1),
(c)(4)-(c)(5) revised, para. (c)(6) added, 60 FR 14488, Mar.
17, 1995, effective Apr. 21, 1995]

§ 1.647 Translation of document in foreign language.

When a party relies on a document or is reguired to pro-
duce a document in a language other than English, atrans-
lation of the document into English and an affidavit
attesting to the accuracy of the trandation shall be filed
with the document.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; paras. (a) and (d), 56 FR 42528, Aug. 28, 1991,
effective Sept. 27, 1991; 56 FR 46823, Sept. 16, 1991;
revised, 60 FR 14488, Mar. 17, 1995, effective Apr. 21,
1995]

§ 1.651 Setting times for discovery and taking testi-
mony, partiesentitled to take testimony.

(8 At an appropriate stage in an interference, an
administrative patent judge shall set a time for filing
motions (§ 1.635) for additional discovery under § 1.687(c)
and testimony periods for taking any necessary testimony.

(b)  Where appropriate, testimony periods will be set
to permit a party to:

(1) Present its case-in-chief and/or case-in-rebut-
tal and/or

(2) Cross-examine an opponent's case-in-chief
and/or a case-in-rebuttal.

(c) A party is not entitled to take testimony to
present a case-in-chief unless:

(1) The administrative patent judge orders the
taking of testimony under § 1.639(c);

(2) The party alegesin its preliminary statement
a date of invention prior to the effective filing date of the
senior party;

(3) A testimony period has been set to permit an
opponent to prove a date of invention prior to the effective
filing date of the party and the party has filed a preliminary
statement alleging a date of invention prior to that date; or

(49 A motion (8 1.635) is filed showing good
cause why atestimony period should be set.

(d) Testimony, including any testimony to be taken
in a place outside the United States, shall be taken and com-
pleted during the testimony periods set under paragraph (a)

R-117

§1.653

of this section. A party seeking to extend the period for tak-
ing testimony must comply with 8§ 1.635 and 1.645(a).

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; paras. (a) and (d), 56 FR 42528, Aug. 28, 1991,
effective Sept. 27, 1991; 56 FR 46823, Sept. 16, 1991;
paras. (a) (c)(1)-(c)(3) & (d) revised, 60 FR 14488, Mar. 17,
1995, effective Apr. 21, 1995]

§ 1.652 Judgment for failure to take testimony or file
record.

If ajunior party fails to timely take testimony authorized
under § 1.651, or file arecord under § 1.653(c), an adminis-
trative patent judge, with or without a motion (§ 1.635) by
another party, may issue an order to show cause why judg-
ment should not be entered against the junior party. When
an order is issued under this section, the Board shall enter
judgment in accordance with the order unless, within
15 days after the date of the order, the junior party files a
paper which shows good cause why judgment should not
be entered in accordance with the order. Any other party
may file a response to the paper within 15 days of the date
of service of the paper. If the party against whom the order
was issued fails to show good cause, the Board shall enter
judgment against the party.

[49 FR 48416, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.653 Record and exhibits.

(8 Testimony shal consist of affidavits under
88 1.672(b), (c) and (g), 1.682(c), 1.683(b) and 1.688(b),
transcripts of depositions under 88 1.671(g) and 1.672(a)
when a deposition is authorized by an administrative patent
judge, transcripts of depositions under 88 1.672(d),
1.682(d), 1.683(c) and 1.688(c), agreed statements under
§ 1.672(h), transcripts of interrogatories, cross-interrogato-
ries, and recorded answers and copies of written interroga-
tories and answers and written requests for admissions and
answers under § 1.688(a).

(b)  Anaffidavit shall befiled as set forthin § 1.677.
A certified transcript of a deposition, including adeposition
cross-examining an affiant, shall be filed as set forth in
881.676, 1.677 and 1.678. An original agreed statement
shall befiled as set forth in § 1.672(h).

() In addition to the items specified in paragraph
(b) of this section and within atime set by an administrative
patent judge, each party shall file three copies and serve
one copy of arecord consisting of:
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(1) Anindex of the names of the witnesses for the
party, giving the pages of the record where the direct testi-
mony and cross-examination of each witness begins.

(2) An index of exhibits briefly describing the
nature of each exhibit and giving the page of the record
where each exhibit is first identified and offered into evi-
dence.

(3) Thecount or counts.

(4 Each affidavit by awitness for the party, tran-
script, including transcripts of cross-examination of any
affiant who testified for the party and transcripts of com-
pelled deposition testimony by a witness for the party,
agreed statement relied upon by the party, and transcript of
interrogatories, cross-interrogatories and recorded answers.

(5) [Reserved]

(6) Any evidence from another interference, pro-
ceeding, or action relied upon by the party under § 1.683.

(7) Eachrequest for an admission and the admis-
sion and each written interrogatory and the answer upon
which a party intends to rely under § 1.688.

(d) The pages of the record shall be consecutively
numbered to the extent possible.

(e) Thename of each witness shall appear at the top
of each page of each affidavit or transcript.

(f) [Reserved]

(9) The record may be produced by standard typo-
graphical printing or by any other process capable of pro-
ducing a clear black permanent image. All printed matter
except on covers must appear in at least 11 point type on
opague, unglazed paper. Footnotes may not be printed in
type smaller than 9 point. The page size shall be 21.8 by
27.9 cm. (8 1/2 by 11 inches) (letter size) with printed mat-
ter 16.5 by 24.1 cm. (6 1/2 by 9 1/2 inches). The record
shall be bound with covers at their left edges in such man-
ner asto lie flat when open to any page and in one or more
volumes of convenient size (approximately 100 pages per
volume is suggested). When there is more than one volume,
the numbers of the pages contained in each volume shall
appear at the top of the cover for each volume.

(h) [Reserved]

(i)  Each party shal file its exhibits with the record
specified in paragraph (c) of this section. Exhibits include
documents and things identified in affidavits or on the
record during the taking of oral depositions as well as offi-
cia records and publications filed by the party under
§ 1.682(a). One copy of each documentary exhibit shall be
served. Documentary exhibits shall be filed in an envelope
or folder and shall not be bound as part of the record. Phys-
ica exhibits, if not filed by an officer under § 1.676(d),
shal be filed with the record. Each exhibit shall contain a
label which identifies the party submitting the exhibit and
an exhibit number, the style of the interference (e.g., Jones
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v. Smith), and the interference number. Where possible, the
label should appear at the bottom right-hand corner of each
documentary exhibit. Upon termination of an interference,
an administrative patent judge may return an exhibitto the
party filing the exhibit. When any exhibit is returned, an
order shall be entered indicating that the exhibit has been
returned.

()  Any testimony, record, or exhibit which does not
comply with this section may be returned under § 1.618(a).

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11,
1985; paras. (d), (b), (0), (©)(1), (c)(4), (d), (9), & (i)
revised, paras. (¢)(5) (f) & (h) removed, 60 FR 14488, Mar.
17, 1995, effective Apr. 21, 1995]

§ 1.654 Final hearing.

(8 At an appropriate stage of the interference, the
parties will be given an opportunity to appear before the
Board to present oral argument at a fina hearing. An
administrative patent judge may set a date and time for
final hearing. Unless otherwise ordered by an administra-
tive patent judge or the Board, each party will be entitled to
no more than 30 minutes of oral argument at final hearing.
A party who does not file a brief for final hearing
(8 1.656(a)) shall not be entitled to appear at final hearing.

(b) The opening argument of a junior party shall
include a fair statement of the junior party's case and the
junior party's position with respect to the case presented on
behalf of any other party. A junior party may reserve a por-
tion of itstime for rebuttal.

(c) A party shal not be entitled to argue that an
opponent abandoned, suppressed, or concealed an actual
reduction to practice unless a notice under § 1.632 was
timely filed.

(d) After final hearing, the interference shal be
taken under advisement by the Board. No further paper
shall be filed except under § 1.658(b) or as authorized by
an administrative patent judge or the Board. No additional
oral argument shall be had unless ordered by the Board.

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11,
1985; paras. (a) & (d) revised, 60 FR 14488, Mar. 17, 1995,
effective April 21, 1995]

§ 1.655 Matters considered in rendering a final deci-
sion.

(@ In rendering a final decision, the Board may
consider any properly raised issue, including priority of
invention, derivation by an opponent from a party who filed
a preliminary statement under § 1.625, patentability of the
invention, admissibility of evidence, any interlocutory mat-
ter deferred to final hearing, and any other matter necessary
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to resolve the interference. The Board may also consider
whether an interlocutory order should be modified. The
burden of showing that an interlocutory order should be
modified shall be on the party attacking the order. The
abuse of discretion standard shall apply only to procedural
matters.

(b) A party shal not be entitled to raise for consid-
eration at fina hearing any matter which properly could
have been raised by amotion under § 1.633 or 1.634 unless
the matter was properly raised in a motion that was timely
filed by the party under § 1.633 or 1.634 and the motion
was denied or deferred to final hearing, the matter was
properly raised by the party in atimely filed opposition to a
motion under § 1.633 or 1.634 and the motion was granted
over the opposition or deferred to final hearing, or the party
shows good cause why the issue was not properly raised by
a timely filed motion or opposition. A party that fails to
contest, by way of atimely filed preliminary motion under
§1.633(c), the designation of a claim as corresponding to a
count, or failsto timely argue the separate patentability of a
particular claim when the ground for unpatentability is first
raised, may not subsequentlyargue to an administrative
patent judge or the Board the separate patentability of
claims designated to correspond to the count with respect to
that ground.

() Intheinterest of justice, the Board may exercise
its discretion to consider an issue even though it would not
otherwise be entitled to consideration under this section.

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11,
1985; para. (a) revised, 58 FR 49432, Sept. 23, 1993, effec-
tive Oct. 25, 1993; revised, 60 FR 14488, Mar. 17, 1995,
effective Apr. 21, 1995; para. (a) revised, 64 FR 12900,
Mar. 16, 1999, effective Mar. 16, 1999]

§ 1.656 Briefsfor final hearing.

(8 Each party shall beentitled to file briefs for final
hearing. The administrative patent judge shall determine
the briefs needed and shall set the time and order for filing
briefs.

(b) The opening brief of ajunior party shall contain
under appropriate headings and in the order indicated:

(1) A statement of interest indicating the full
name of every party represented by the attorney in the
interference and the name of the real party in interest if the
party named in the caption is not the real party in interest.

(2) A saement of related cases indicating
whether the interference was previously before the Board
for final hearing and the name and number of any related
appeal or interference which is pending before, or which
has been decided by, the Board, or which is pending before,
or which has been decided by, the U.S. Court of Appeals
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for the Federa Circuit or a district court in a proceeding
under 35 U.S.C. 146. A related appeal or interferenceis one
which will directly affect or be directly affected by or have
a bearing on the Board's decision in the pending interfer-
ence.

(3) A table of contents, with page references, and
a table of cases (alphabetically arranged), statutes, and
other authorities cited, with references to the pages of the
brief where they are cited.

(4) A statement of the issues presented for deci-
sion in the interference.

(5) A statement of the facts, in numbered para-
graphs, relevant to the issues presented for decision with
appropriate references to the record.

(6) An argument, which may be preceded by a
summary, which shall contain the contentions of the party
with respect to the issues it is raising for consideration at
final hearing, and the reasons therefor, with citations to the
cases, statutes, other authorities, and parts of the record
relied on.

(7) A short conclusion stating the precise relief
requested.

(8) Anappendix containing a copy of the counts.

(c) The opening brief of the senior party shall con-
form to the requirements of paragraph (b) of this section
except:

(1) A statement of theissues and of the facts need
not be made unless the party is dissatisfied with the state-
ment in the opening brief of the junior party and

(2) An appendix containing a copy of the counts
need not be included if the copy of the counts in the open-
ing brief of the junior party is correct.

(d)  Unless ordered otherwise by an administrative
patent judge, briefs shall be double-spaced (except for foot-
notes, which may be single-spaced) and shall comply with
the requirements of § 1.653(g) for records except the
requirement for binding.

(e An original and four copies of each brief must
be filed.

(f)  Any brief which does not comply with the
requirements of this section may be returned under
§1.618(a).

(9) Any party, separate from its opening brief, but
filed concurrently therewith, may file an origina and four
copies of concise proposed findings of fact and conclusions
of law. Any proposed findings of fact shall be in numbered
paragraphs and shall be supported by specific references to
the record. Any proposed conclusions of law shal be in
numbered paragraphs and shall be supported by citation of
cases, statutes, or other authority. Any opponent, separate
from its opening or reply brief, but filed concurrently there-
with, may file a paper accepting or objecting to any pro-
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posed findings of fact or conclusions of law; when
objecting, a reason must be given. The Board may adopt
the proposed findings of fact and conclusions of law in
whole or in part.

(h) If aparty wants the Board in rendering its final
decision to rule on the admissibility of any evidence, the
party shal file with its opening brief an original and four
copies of amotion (8§ 1.635) to suppress the evidence. The
provisions of § 1.637(b) do not apply to a motion to sup-
press under this paragraph. Any objection previously made
to the admissibility of the evidence of an opponent is
waived unless the motion required by this paragraph is
filed. A party that failed to chalenge the admissibility of
the evidence of an opponent on a ground that could have
been raised in a timely objection under § 1.672(c),
1.682(c), 1.683(b) or 1.688(b) may not move under this
paragraph to suppress the evidence on that ground at final
hearing. An original and four copies of an opposition to the
motion may be filed with an opponent's opening brief or
reply brief as may be appropriate.

(i)  When ajunior party fails to timely file an open-
ing brief, an order may issue requiring the junior party to
show cause why the Board should not treat failure to file
the brief as a concession of priority. If the junior party fails
to show good cause within a time period set in the order,
judgment may be entered against the junior party.

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11,
1985; paras. (), (0)(1)-(b)(8), (d), (), (9), (h), & (i)
revised, 60 FR 14488, Mar. 17, 1995, effective Apr. 21,
1995]

§ 1.657 Burden of proof asto date of invention.

(8 A rebuttable presumption shall exist that, as to
each count, the inventors made their invention in the chro-
nological order of their effective filing dates. The burden of
proof shall be upon a party who contends otherwise.

(b) In an interference involving copending applica-
tions or involving a patent and an application having an
effective filing date on or before the date the patent issued,
ajunior party shall have the burden of establishing priority
by a preponderance of the evidence.

() Inaninterference involving an application and a
patent and where the effective filing date of the application
is after the date the patent issued, ajunior party shall have
the burden of establishing priority by clear and convincing
evidence.

[49 FR 48466, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]
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§ 1.658 Final decision.

(8 After final hearing, the Board shall enter a deci-
sion resolving the issues raised at fina hearing. The deci-
sion may enter judgment, in whole or in part, remand the
interference to an administrative patent judge for further
proceedings, or take further action not inconsistent with
law. A judgment as to a count shall state whether or not
each party isentitled to a patent containing the claimsin the
party's patent or application which correspond to the count.
When the Board enters a decision awarding judgment as to
all counts, the decision shall be regarded as afinal decision
for the purpose of judicial review (35 U.S.C. 141-144, 146)
unless arequest for reconsideration under paragraph (b) of
this section istimely filed.

(b) Any request for reconsideration of a decision
under paragraph (@) of this section shall be filed within one
month after the date of the decision. The request for recon-
sideration shall specify with particularity the points
believed to have been misapprehended or overlooked in
rendering the decision. Any opposition to a request for
reconsideration shall be filed within 14 days of the date of
service of the request for reconsideration. Service of the
request for reconsideration shall be by hand or Express
Mail. The Board shall enter a decision on the request for
reconsideration. If the Board shall be of the opinion that the
decision on the request for reconsideration significantly
modifies its original decision under paragraph (&) of this
section, the Board may designate the decision on the
request for reconsideration as a new decision. A decision
on reconsideration is a fina decision for the purpose of
judicial review (35 U.S.C. 141-144,146).

(¢) A judgment in an interference settles al issues
which (1) were raised and decided in the interference,
(2) could have been properly raised and decided in the
interference by a motion under § 1.633 (&) through (d) and
(f) through (j) or § 1.634, and (3) could have been properly
raised and decided in an additiona interference with a
motion under § 1.633(e). A losing party who could have
properly moved, but failed to move, under § 1.633 or
1.634, shall be estopped to take ex parte or inter partes
action in the Patent and Trademark Office after the interfer-
ence which is inconsistent with that party's failure to prop-
erly move, except that a losing party shall not be estopped
with respect to any claims which correspond, or properly
could have corresponded, to a count as to which that party
was awarded a favorable judgment.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11,
1985; para. (b), 54 FR 29553, July 13, 1989, effective Aug.
20, 1989; paras. (a) & (b) revised, 60 FR 14488, Mar. 17,
1995, effective Apr. 21, 1995]
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§ 1.659 Recommendation.

(& Should the Board have knowledge of any
ground for rgecting any application claim not involved in
the judgment of the interference, it may include in its deci-
sion a recommended rejection of the claim. Upon resump-
tion of ex parte prosecution of the application, the examiner
shall be bound by the recommendation and shall enter and
maintain the recommended rejection unless an amendment
or showing of facts not previously of record is filed which,
in the opinion of the examiner, overcomes the recom-
mended rejection.

(b) Should the Board have knowledge of any
ground for reexamination of a patent involved in the inter-
ference asto a patent claim not involved in the judgment of
the interference, it may include in its decision arecommen-
dation to the Commissioner that the patent be reexamined.
The Commissioner will determine whether reexamination
will be ordered.

(c) The Board may make any other recommenda
tion to the examiner or the Commissioner as may be appro-
priate.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11,
1985]

§ 1.660 Notice of reexamination, reissue, protest, or
litigation.

(8 When a request for reexamination of a patent
involved in an interference is filed, the patent owner shall
notify the Board within 10 days of receiving notice that the
request wasfiled.

(b)  When an application for reissueisfiled by a pat-
entee involved in an interference, the patentee shall notify
the Board within 10 days of the day the application for reis-
sueisfiled.

(c) When aprotest under § 1.291 is filed against an
application involved in an interference, the applicant shall
notify the Board within 10 days of receiving notice that the
protest was filed.

(d) A party in aninterference shal notify the Board
promptly of any litigation related to any patent or applica-
tion involved in an interference, including any civil action
commenced under 35 U.S.C. 146.

(e) Thenatice required by this section is designed to
assist the administrative patent judge and the Board in effi-
ciently handling interference cases. Failure of a party to
comply with the provisions of this section may result in
sanctions under § 1.616. Knowledge by, or notice to, an
employee of the Office other than an employee of the
Board, of the existence of the reexamination, application
for reissue, protest, or litigation shall not be sufficient. The
notice contemplated by this section is notice addressed to
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the administrative patent judge in charge of the interference
in which the application or patent isinvolved.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11,
1985; para. (€) added, 60 FR 14488, Mar. 17, 1995, effec-
tive Apr. 21, 1995]

§ 1.661 Termination of interference after judgment.

After afinal decision is entered by the Board, an inter-
ference is considered terminated when no appea
(35 U.S.C. 141) or other review (35 U.S.C. 146) has been
or can be taken or had.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11,
1985]

§ 1.662 Request for entry of adverse judgment; reis-
suefiled by patentee.

(& A party may, at any time during an interference,
request and agree to entry of an adverse judgment. The fil-
ing by a party of a written disclaimer of the invention
defined by a count, concession of priority or unpatentability
of the subject matter of a count, abandonment of the inven-
tion defined by a count, or abandonment of the contest asto
a count will be treated as a request for entry of an adverse
judgment against the applicant or patentee asto al claims
which correspond to the count. Abandonment of an appli-
cation, other than an application for reissue having a claim
of the patent sought to be reissued involved in the interfer-
ence, will be treated as a request for entry of an adverse
judgment against the applicant as to al claims correspond-
ing to all counts. Upon the filing by a party of arequest for
entry of an adverse judgment, the Board may enter judg-
ment against the party.

(b) If apatenteeinvolved in an interference files an
application for reissue during the interference and the reis-
sue application does not include a claim that corresponds to
a count, judgment may be entered against the patentee.
A patentee who files an application for reissue which
includes a claim that corresponds to a count shall, in addi-
tion to complying with the provisions of § 1.660(b), timely
file a preliminary motion under § 1.633(h) or show good
cause why the motion could not have been timely filed or
would not be appropriate.

(c0 The filing of a statutory disclaimer under
35 U.S.C. 253 by a patentee will delete any statutorily dis-
claimed claims from being involved in the interference.
A statutory disclaimer will not be treated as a request for
entry of an adverse judgment against the patentee unless it
results in the deletion of al patent claims corresponding to
acount.
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[49 FR 48467, Dec. 12, 1984, added effective Feb. 11,
1985; para. (b) amended, 53 FR 23735, June 23, 1988,
effective Sept. 12, 1988; paras. (a) & (€) revised, 60 FR
14488, Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.663 Satus of claim of defeated applicant after
interference.

Whenever an adverse judgment is entered as to a count
against an applicant from which no appeal (35 U.S.C. 141)
or other review (35 U.S.C. 146) has been or can be taken or
had, the claims of the application corresponding to the
count stand finally disposed of without further action by the
examiner. Such claims are not open to further ex parte pros-
ecution.

[49 FR 48467, Dec. 12, 1984, added effective Feb. 11,
1985

§ 1.664 Action after interference.

(8 After termination of an interference, the exam-
iner will promptly take such action in any application pre-
viously involved in the interference as may be necessary.
Unless entered by order of an administrative patent judge,
amendments presented during the interference shall not be
entered, but may be subsequently presented by the appli-
cant subject to the provisions of this subpart provided pros-
ecution of the application is not otherwise closed.

(b)  After judgment, the application of any party may
be held subject to further examination, including an inter-
ference with another application.

[49 FR 48467, Dec. 12, 1984; 50 FR 23124, May 31,
1985, added effective Feb. 11, 1985; revised, 60 FR 14488,
Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.665 Second interference.

A second interference between the same parties will not
be declared upon an application not involved in an earlier
interference for an invention defined by a count of the ear-
lier interference. See § 1.658(c).

[49 FR 48468, Dec. 12, 1984, added effective Feb. 11,
1985

§ 1.666 Filing of interference settlement agreements.
(8 Any agreement or understanding between par-
ties to an interference, including any collateral agreements
referred to therein, made in connection with or in contem-
plation of the termination of the interference, must be in
writing and a true copy thereof must be filed before the ter-
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mination of the interference (§ 1.661) as between the par-
ties to the agreement or understanding.

(b) If any party filing the agreement or understand-
ing under paragraph (&) of this section so requests, the copy
will be kept separate from the file of the interference, and
made available only to Government agencies on written
reguest, or to any person upon petition accompanied by the
fee set forth in § 1.17(i) and on a showing of good cause.

(c) Failure to file the copy of the agreement or
understanding under paragraph (&) of this section will ren-
der permanently unenforceable such agreement or under-
standing and any patent of the parties involved in the
interference or any patent subsequently issued on any
application of the parties so involved. The Commissioner
may, however, upon petition accompanied by the fee set
forth in § 1.17(h) and on a showing of good cause for fail-
ure to file within the time prescribed, permit the filing of
the agreement or understanding during the six month
period subsequent to the termination of the interference as
between the parties to the agreement or understanding.

[49 FR 48468, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; para. (b), 54 FR 6893,
Feb. 15, 1989, effective Apr. 17, 1989; amended 60 FR
14488, Mar. 17, 1995, effective Apr. 21, 1995; paras. (a) &
(b) amended, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995]

§ 1.671 Evidence must comply with rules.

(8 Evidence consists of testimony and referenced
exhibits, officia records and publications filed under
§1.682, testimony and referenced exhibits from another
interference, proceeding, or action filed under § 1.683, dis-
covery relied upon under 8§ 1.688, and the specification
(including claims) and drawings of any application or
patent:

(1) Involved in theinterference.

(2) Towhich aparty has been accorded benefit in
the notice declaring the interference or by a preliminary
motion granted under § 1.633.

(3) For which a party has sought, but has been
denied, benefit by a preliminary motion under § 1.633.

(4)  For which benefit was rescinded by a prelimi-
nary motion granted under § 1.633.

(b)  Except as otherwise provided in this subpart, the
Federal Rules of Evidence shall apply to interference pro-
ceedings. Those portions of the Federal Rules of Evidence
relating to criminal actions, juries, and other matters not
relevant to interferences shall not apply.

()  Unlessthe context is otherwise clear, the follow-
ing terms of the Federal Rules of Evidence shal be con-
strued as follows:
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(1) Courts of the United Sates, U.S. Magistrate,
court, trial court, or trier of fact means administrative
patent judge or Board as may be appropriate.

(2)  Judge means administrative patent judge.

(3) Judicial notice means official notice.

(4) Civil action, civil proceeding, action, or trial
mean interference.

(5) Appellate court means United States Court of
Appeals for the Federal Circuit or a United States district
court when judicial review isunder 35 U.S.C. 146.

(6) Beforethe hearing in Rule 703 of the Federal
Rules of Evidence means before giving testimony by affi-
davit or oral deposition.

(7) The trial or hearing in Rules 803(24) and
804(5) of the Federal Rules of Evidence means the taking
of testimony by affidavit or oral deposition.

(d) Certification is not necessary as a condition to
admissibility when the record is a record of the Patent and
Trademark Office to which all parties have access.

(e) A party may not rely on an affidavit (including
any exhibits), patent or printed publication previously sub-
mitted by the party under § 1.639(b) unless a copy of the
affidavit, patent or printed publication has been served and
awritten notice isfiled prior to the close of the party's rele-
vant testimony period stating that the party intends to rely
on the affidavit, patent or printed publication. When proper
notice is given under this paragraph, the affidavit, patent or
printed publication shall be deemed as filed under
8 1.640(b), 1.640(e)(3), 1.672(b) or 1.682(a), as appropri-
ate.

(f) The significance of documentary and other
exhibits identified by a witness in an affidavit or during
oral deposition shall be discussed with particularity by a
witness.

(g) A party must fileamotion (§ 1.635) seeking per-
mission from an administrative patent judge prior to com-
pelling testimony or production of documents or things
under 35 U.S.C. 24 or from an opposing party. The motion
shall describe the general nature and the relevance of the
testimony, document, or thing. If permission is granted, the
party shall notice a deposition under § 1.673 and may pro-
ceed to take testimony.

(h) A party must fileamotion (§ 1.635) seeking per-
mission from an administrative patent judge prior to com-
pelling testimony or production of documents or thingsin a
foreign country.

(1) Inthe case of testimony, the motion shall:

(i)  Describe the genera nature and relevance
of the testimony;

(if)  ldentify the witness by name or title;

(iii) ldentify the foreign country and explain
why the party believes the witness can be compelled to
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testify in the foreign country, including a description of the
procedures that will be used to compel the testimony in the
foreign country and an estimate of the time it is expected to
take to obtain the testimony; and

(iv) Demonstrate that the party has made rea-
sonable efforts to secure the agreement of the witness to
testify in the United States but has been unsuccessful in
obtaining the agreement, even though the party has offered
to pay the expenses of the witness to travel to and testify in
the United States.

(2) In the case of production of a document or
thing, the motion shall:

(i)  Describe the general nature and relevance
of the document or thing;

(i)  ldentify the foreign country and explain
why the party believes production of the document or thing
can be compelled in the foreign country, including a
description of the procedures that will be used to compel
production of the document or thing in the foreign country
and an estimate of the time it is expected to take to obtain
production of the document or thing; and

(iii) Demonstrate that the party has made rea-
sonable efforts to obtain the agreement of the individual or
entity having possession, custody, or control of the docu-
ment to produce the document or thing in the United States
but has been unsuccessful in obtaining that agreement, even
though the party has offered to pay the expenses of produc-
ing the document or thing in the United States.

(i)  Evidence which is not taken or sought and filed
in accordance with this subpart shall not be admissible.

() The weight to be given deposition testimony
taken in aforeign country will be determined in view of all
the circumstances, including the laws of the foreign country
governing the testimony. Little, if any, weight may be given
to deposition testimony taken in a foreign country unless
the party taking the testimony proves by clear and convinc-
ing evidence, as a matter of fact, that knowingly giving
false testimony in that country in connection with an inter-
ference proceeding in the United States Patent and Trade-
mark Office is punishable under the laws of that country
and that the punishment in that country for such false testi-
mony is comparable to or greater than the punishment for
perjury committed in the United States. The administrative
patent judge and the Board, in determining foreign law,
may consider any relevant material or source, including tes-
timony, whether or not submitted by a party or admissible
under the Federal Rules of Evidence.

[49 FR 48468, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; paras. (a), (c)(1), (c)(2),
(©)(6), (c)(7), (e)-(j) revised, 60 FR 14488, Mar. 17, 1995,
effective Apr. 21, 1995]
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§ 1.672 Manner of taking testimony.

(& Unless testimony must be compelled under
35U.S.C. 24, compelled from a party, or compelled in a
foreign country, testimony of a witness shall be taken by
affidavit in accordance with this subpart. Testimony which
must be compelled under 35 U.S.C. 24, compelled from a
party, or compelled in a foreign country shal be taken by
oral deposition.

(b) A party presenting testimony of a witness by
affidavit shall, within the time set by the administrative
patent judge for serving affidavits, file a copy of the affida-
vit or, if appropriate, notice under § 1.671(e). If the affida-
vit relates to a party's case-in-chief, it shall be filed or
noticed no later than the date set by an administrative
patent judge for the party to file affidavits for its case-in-
chief. If the affidavit relates to a party's case-in-rebuttal, it
shall be filed or noticed no later than the date set by an
administrative patent judge for the party to file affidavits
for its case-in-rebuttal. A party shal not be entitled to rely
on any document referred to in the affidavit unless a copy
of the document isfiled with the affidavit. A party shall not
be entitled to rely on any thing mentioned in the affidavit
unless the opponent is given reasonabl e access to the thing.
A thing is somethingother than a document. The pages of
affidavits filed under this paragraph and of any other testi-
mony filed therewith under 88 1.683(a) and 1.688(a) shall,
to the extent possible, be given sequential numbers which
shall aso serve as the record page numbers for the affida-
vits and other testimony in the party's record to be filed
under § 1.653. Exhibitsidentified in the affidavits or in any
other testimony filed under 88 1.683(a) and 1.688(a) and
any official records and printed publica tions filed under
§1.682(a) shall, to the extent possible, be given sequential
exhibit numbers, which shall also serve as the exhibit num-
bers when the exhibits are filed with the party's record. The
affidavits, testimony filed under 88 1.683(a) and 1.688(a)
and exhibits shall be accompanied by an index of the names
of the witnesses, giving the number of the page where the
testimony of each witnessbegins, and by an index of the
exhibits briefly describing the nature of each exhibit and
giving the number of the page where each exhibit is first
identified and offered into evidence.

(c) If an opponent objects to the admissibility of any
evidence contained in or submitted with an affidavit filed
under paragraph (b) of this section, the opponent must, no
later than the date set by the administrative patent judge for
filing objections under this paragraph, file objections stat-
ing with particularity the nature of each objection. An
opponent that fails to object to the admissibility of the evi-
dence contained in or submitted with an affidavit on a
ground that could have been raised in a timely objection
under this paragraph will not be entitled to move under
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§ 1.656(h) to suppress the evidence on that ground. If an
opponent timely files objections, the party may, within
20 days of the due date for filing objections, file one or
more supplemental affidavits, officia records or printed
publications to overcome the objections. No objection to
the admissibility of the supplemental evidence shall be
made, except as providedby § 1.656(h). The pages of sup-
plemental affidavits filed under this paragraph shall, to the
extent possible, be sequentially numbered beginning with
the number following the last page number of the party's
testimony submitted under paragraph (b) of this section.
The page numbers assigned to the supplementa affidavits
shall aso serve as the record page numbers for the supple-
mental affidavits in the party's record filed under § 1.653.
Additional exhibits identified in supplementa affidavits
and any supplemental official records and printed publica-
tions shall, to the extent possible, be given sequential num-
bers beginning with the number following the last humber
of the exhibits submitted under paragraph (b) of this sec-
tion. The exhibit numbers shall aso serve as the exhibit
numbers when the exhibits are filed with the party's record.
The supplemental affidavits shall be accompanied by an
index of the names of the witnesses and anindex of exhibits
of the type specified in paragraph (b) of this section.

(d) After the time expires for filing objections and
supplemental affidavits, or earlier when appropriate, the
administrative patent judge shall set a time within which
any opponent may file arequest to cross-examine an affiant
on oral deposition. If any opponent requests cross-examina-
tion of an affiant, the party shall notice a deposition at a
reasonable location within the United States under
§1.673(e) for the purpose of cross-examination by any
opponent. Any redirect and recross shall take place at the
deposition. At any deposition for the purpose of cross-
examination of a witness, the party shall not be entitled to
rely on any document or thing not mentioned in one or
more of the affidavits filed under paragraphs (b) and (c) of
this section, except to the extent necessary to conduct
proper redirect. The party who gives notice of a deposition
shall be responsible for providing atranslator if the witness
does not testify inEnglish, for obtaining a court reporter,
and for filing a certified transcript of the deposition as
required by § 1.676. Within 45 days of the close of the
period for taking cross-examination, the party shall serve
(but not file) a copy of each transcript on each opponent
together with copies of any additional documentary exhib-
its identified by the witness during the deposition. The
pages of the transcripts served under this paragraph shall, to
the extent possible, be sequentially numbered beginning
with the number following the last page number of the
party's supplementa affidavits submitted under paragraph
(c) of this section. The numbers assigned to the transcript
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pages shall also serve as the record page numbers for the
transcripts in the party's record filed under § 1.653. Addi-
tional exhibits identified in the transcripts, shall, to the
extent possible, be given sequential numbers beginning
with the number following the last number ofthe exhibits
submitted under paragraphs (b) and (c) of this section. The
exhibit numbers assigned to the additional exhibits shall
also serve as the exhibit numbers when those exhibits are
filed with the party's record. The deposition transcripts
shall be accompanied by an index of the names of the wit-
nesses, giving the number of the page where cross-exami-
nation, redirect and recross of each witness begins, and an
index of exhibits of the type specified in paragraph (b) of
this section.

(e) [Reserved]

(f)  When a deposition is authorized to be taken
within the United States under this subpart and if the parties
agree in writing, the deposition may be taken in any place
within the United States, before any person authorized to
administer oaths, upon any notice, and in any manner, and
when so taken may be used like other depositions.

(g) If the parties agree in writing, the affidavit testi-
mony of any witness may be submitted without opportunity
for cross-examination.

(h)  If the parties agree in writing, testimony may be
submitted in the form of an agreed statement setting forth
how a particular witness would testify, if called, or the facts
in the case of one or more of the parties. The agreed state-
ment shall befiled in the Patent and Trademark Office. See
§1.653(a).

(i)  Inanunusua circumstance and upon a showing
that testimony cannot be taken in accordance with the pro-
visions of this subpart, an administrative patent judge upon
motion (8§ 1.635) may authorize testimony to be taken in
another manner.

[49 FR 48468, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; revised, 60 FR 14488,
Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.673 Notice of examination of witness.

(8 A party authorized to take testimony of a wit-
ness by deposition shall, after complying with paragraphs
(b) and (g) of this section, file and serve a single notice of
deposition stating the time and place of each deposition to
be taken. Depositions to be taken in the United States may
be noticed for a reasonable time and place in the United
States. A deposition may not be noticed for any other place
without approval of an administrative patent judge. The
notice shall specify the name and address of each witness
and the general nature of the testimony to be given by the
witness. If the name of a witness is not known, a general
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description sufficient to identify the witness or a particular
class or group to which the witness belongs may be given
instead.

(b)  Unless the parties agree or an administrative
patent judge or the Board determine otherwise, a party shall
serve, but not file, at least three working days prior to the
conference required by paragraph (g) of this section, if ser-
vice is made by hand or Express Mail, or at least 14 days
prior to the conference if service is made by any other
means, the following:

(1) A list and copy of each document in the
party's possession, custody, or control and upon which the
party intendsto rely at any deposition and

(2) Alistof and aproffer of reasonable accessto
things in the party's possession, custody, or control and
upon which the party intends to rely at any deposition.

(c) A party shal not be permitted to rely on any wit-
ness not listed in the notice, or any document not served or
any thing not listed as required by paragraph (b) of this sec-
tion:

(1) Unless al opponents agree in writing or on
the record to permit the party to rely on the witness, docu-
ment or thing, or

(2) Except upon a motion (§ 1.635) promptly
filed which is accompanied by any proposed notice, addi-
tional documents, or lists and which shows good cause why
the notice, documents, or lists were not served in accor-
dance with this section.

(d) Each opponent shall have a full opportunity to
attend a deposition and cross-examine.

(e) A party who has presented testimony by affida-
vit and is required to notice depositions for the purpose of
cross-examination under § 1.672(b), shall, after complying
with paragraph (g) of this section, file and serve a single
notice of deposition stating the time and place of each
cross-examination deposition to be taken.

(f)  The parties shall not take depositions in more
than one place at the same time or so nearly at the same
time that reasonabl e opportunity to travel from one place of
deposition to another cannot be had.

(9) Before serving a notice of deposition and after
complying with paragraph (b) of this section, a party shall
have an oral conference with all opponents to attempt to
agree on amutually acceptable time and place for conduct-
ing the deposition. A certificate shall appear in the notice
stating that the ora conference took place or explaining
why the conference could not be had. If the parties cannot
agree to a mutually acceptable place and time for conduct-
ing the deposition at the conference, the parties shall con-
tact an administrative patent judge who shall then designate
the time and place for conducting the deposition.
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(h) A copy of the notice of deposition shal be
attached to the certified transcript of the deposition filed
under § 1.676(a).

[49 FR 48469, Dec. 12, 1984, added effective Feb. 11,
1985; paras. (a)-(e) & (g) revised, 60 FR 14488, Mar. 17,
1995, effective Apr. 21, 1995]

§ 1.674 Persons before whom depositions may be
taken.

(& A deposition shall be taken before an officer
authorized to administer oaths by the laws of the United
States or of the place where the examination is held.

(b)  Unlessthe parties agree in writing, the following
persons shall not be competent to serve as an officer:

(1) A relative or employee of aparty,

(2) arelative or employee of an attorney or agent
of aparty, or

(3) a person interested, directly or indirectly, in
the interference either as counsel, attorney, agent, or other-
wise.

[49 FR 48469, Dec. 12, 1984, added effective Feb. 11,
1985; para. () revised, 60 FR 14488, Mar. 17, 1995, effec-
tive Apr. 21, 1995]

§ 1.675 Examination of witness, reading and signing
transcript of deposition.

(8 Each witness before giving an ora deposition
shall be duly sworn according to law by the officer before
whom the deposition is to be taken.

(b) The testimony shall be taken in answer to inter-
rogatories with any questions and answers recorded in their
regular order by the officer or by some other person, who
shall be subject to the provisions of § 1.674(b), in the pres-
ence of the officer unless the presence of the officer is
waived on the record by agreement of al parties.

(c)  All objections made at the time of the deposition
to the qualifications of the officer taking the deposition, the
manner of taking it, the evidence presented, the conduct of
any party, and any other objection to the proceeding shall
be noted on the record by the officer. Evidence objected to
shall be taken subject to any objection.

(d)  Unless the parties agree in writing or waive
reading and signature by the witness on the record at the
deposition, when the testimony has been transcribed a tran-
script of the deposition shall, unless the witness refuses to
read and/or sign the transcript of the deposition, be read by
the witness and then signed by the witness in the form of:

(1) Anaffidavit in the presence of any notary or
(2) A declaration.
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[49 FR 48469, Dec. 12, 1984, added effective Feb. 11,
1985; para. (d) revised, 60 FR 14488, Mar 17, 1995, effec-
tive Apr. 21, 1995]

§ 1.676 Certification and filing by officer, marking
exhibits.

(@) The officer shall prepare a certified transcript of
the deposition by attaching to a transcript of the deposition
a copy of the notice of deposition, any exhibits to be
annexed to the certified transcript, and a certificate signed
and sedled by the officer and showing:

(1) The witness was duly sworn by the officer
before commencement of testimony by the witness.

(2) Thetranscriptisatrue record of the testimony
given by the witness.

(3) The name of the person by whom the testi-
mony was recorded and, if not recorded by the officer,
whether the testimony was recorded in the presence of the
officer.

(4) The presence or absence of any opponent.

(5) The place where the deposition was taken and
the day and hour when the deposition began and ended.

(6) Theofficer isnot disqualified under 8§ 1.674.

(b) If the parties waived any of the requirements of
paragraph (@) of this section, the certificate shall so state.

(c) The officer shal note on the certificate the cir-
cumstances under which a witness refuses to sign a tran-
script.

(d)  Unless the parties agree otherwise in writing or
on the record at the deposition, the officer shal securely
sedl the certified transcript in an envelope endorsed with
the style of the interference (e.g., Smith v. Jones), the inter-
ference number, the name of the witness, and the date of
sealing and shall promptly forward the envelope to BOX
INTERFERENCE, Commissioner of Patents and Trade-
marks, Washington, D.C. 20231. Documents and things
produced for inspection during the examination of a wit-
ness, shall, upon request of a party, be marked for identifi-
cation and annexed to the certified transcript, and may be
inspected and copied by any party, except that if the person
producing the documents and things desires to retain them,
the person may: (1) Offer copies to be marked for identifi-
cation and annexed to the certified transcript and to serve
thereafter as originasif the person affords to all parties fair
opportunity to verify the copiesby comparison with the
originasor (2) Offer the originals to be marked for identifi-
cation, after giving each party an opportunity to inspect and
copy them, in which event the documents and things may
be used in the same manner as if annexed to the certified
transcript. The exhibits shall then be filed as specified in
§1.653(i). If the weight or bulk of a document or thing
shall reasonably prevent the document or thing from being
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annexed to the certified transcript, it shal, unless waived
on the record at the deposition of al parties, be authenti-
cated by the officer and forwarded to the Commissioner in
a separate package marked and addressed as provided in

this paragraph.

[49 FR 48469, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; para. (a)(4) revised, 60
FR 14488, Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.677 Form of an affidavit or atranscript of deposi-
tion.

(& An affidavit or a transcript of a deposition must
be on opague, unglazed, durable paper approximately 21.8
by 27.9 cm. (8 1/2 by 11 inches) in size (letter size). The
printed matter shall be double-spaced on one side of the
paper in not smaller than 11 point type with a margin of 3.8
cm. (1 1/2 inches) on the left-hand side of the page. The
pages of each transcript must be consecutively numbered
and the name of the witness shall appear at the top of each
page (8§ 1.653(€)). In transcripts of depositions, the ques-
tions propounded to each witness must be consecutively
numbered unless paper with numbered lines is used and
each question must be followed by its answer.

(b)  Exhibits must be numbered consecutively to the
extent possible and each must be marked as required by
8 1.653(i).

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.678 Timefor filingtranscript of deposition.

Unless otherwise ordered by an administrative patent
judge, a certified transcript of a deposition must be filed in
the Patent and Trademark Office within one month after the
date of deposition. If a party refuses to file a certified tran-
script, the administrative patent judge or the Board may
take appropriate action under § 1.616. If a party refuses to
file a certified transcript, any opponent may movefor leave
to file the certified transcript and include a copy of the tran-
script as part of the opponent's record.

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.679 Inspection of transcript.

A certified transcript of a deposition filed in the Patent
and Trademark Office may be inspected by any party. The
certified transcript may not be removed from the Patent and
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Trademark Office unless authorized by an administrative
patent judge upon such terms as may be appropriate.

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.682 Official recordsand printed publications.

(& A party may introduce into evidence, if other-
wise admissible, an official record or printed publication
not identified in an affidavit or on the record during an oral
deposition of a witness, by filing a copy of the official
record or printed publication or, if appropriate, a notice
under § 1.671(e). If the official record or printed publica-
tion relates to the party's case-in-chief, it shall be filed or
noticed together with any affidavits filed by the party under
§ 1.672(b) for its case-in-chief or, if the party does not
serve any affidavits under § 1.672(b) for its case-in-chief,
no later than the date set by an administrative patent judge
for the party to file affidavits under 8 1.672(b) for its case-
in-chief. If the official record or printed publication relates
to rebuttal, it shall be filed or noticed together with any affi-
davitsfiled by the party under § 1.672(b) forthe its case-in-
rebuttal or, if the party does not file any affidavits under
§ 1.672(b) for its case-in-rebuttal, no later than the date set
by an administrative patent judge for the party to file affi-
davits under § 1.672(b) for its case-in-rebuttal. Official
records and printed publications filed under this paragraph
shall be assigned sequential exhibit numbers by the party in
the manner set forth in § 1.672(b). The official record and
printed publications shall be accompanied by a paper which
shall:

(1) Identify the official record or printed publica-
tion;

(2) Identify the portion thereof to be introduced
in evidence; and

(3) Indicate generally the relevance of the portion
sought to be introduced in evidence.

(b) [Reserved]

(c)  Unless otherwise ordered by an administrative
patent judge, any written objection by an opponent to the
paper or to the admissibility of the official record or printed
publication shall be filed no later than the date set by the
administrative patent judge for the opponent to file objec-
tions under § 1.672(c) to affidavits submitted by the party
under § 1.672(b). An opponent who fails to object to the
admissibility of the official record or printed publication on
aground that could have been raised in atimely objection
under this paragraph will not be entitled to move under
§ 1.656(h) to suppress the evidence on that ground. If an
opponent timely files an objection, the party may respond
by filing one or more supplemental affidavits, officia
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records or printed publications, which must be filed
together with any supplemental evidence filed by the party
under § 1.672(c) or, if the party does not fileany supple-
mental evidence under § 1.672(c), no later than the date set
by an administrative patent judge for the party to file sup-
plemental affidavits under § 1.672(c). No objection to the
admissibility of the supplemental evidence shall be made,
except as provided by § 1.656(h). The pages of supplemen-
tal affidavits and the exhibits filed under this section shall
be sequentially numbered by the party in the manner set
forth in 8 1.672(c). The supplementa affidavits and exhib-
its shall be accompanied by an index of witnesses and an
index of exhibits of the type required by § 1.672(b).

(d)  Any request by an opponent to cross-examine on
oral deposition the affiant of a supplemental affidavit sub-
mitted under paragraph (c) of this section shall be filed no
later than the date set by the administrative patent judge for
the opponent to file a request to cross-examine an affiant
with respect to an affidavit served by the party under
§1.672(b) or (c). If any opponent requests cross-examina-
tion of an affiant, the party shall file notice of a deposition
for a reasonable location within the United States under
§1.673(e) for the purpose of cross-examination by any
opponent. Any redirect and recross shall take place at the
deposition. At any deposition for the purpose of cross-
examination of a witness, the party shall not be entitled to
rely on any document or thing not mentioned in one or
more of the affidavits filed under this paragraph, except to
the extent necessary to conduct proper redirect. The party
whogives notice of a deposition shall be responsible for
providing a trandator if the witness does not testify in
English, for obtaining a court reporter, and for filing a certi-
fied transcript of the deposition as required by § 1.676.
Within 45 days of the close of the period for taking cross-
examination, the party shall serve (but not file) a copy of
each deposition transcript on each opponent together with
copies of any additional documentary exhibitsidentified by
the witness during the deposition. The pages of deposition
transcripts and exhibits served under this paragraph shall be
sequentialy numbered by the party in the manner set forth
in § 1.672(d). The deposition transcripts shall be accompa-
nied by an index of the names of the witnesses, giving the
number of the page where cross-examination, redirect and
recross of each witness begins, and an index of exhibits of
the type specified in § 1.672(b).

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]
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§ 1.683 Testimony in another interference, proceed-
ing, or action.

(8 A party may introduce into evidence, if other-
wise admissible, testimony by affidavit or oral deposition
and referenced exhibits from another interference, proceed-
ing, or action involving the same parties by filing a copy of
the affidavit or a copy of the transcript of the oral deposi-
tion and the referenced exhibits. If the testimony and refer-
enced exhibits relate to the party's case-in-chief, they shall
be filed together with any affidavits served by the party
under § 1.672(b) for its case-in-chief or, if the party does
not file any affidavits under § 1.672(b) for its case-in-chief,
no later than the date set by an administrative patent judge
for the party to file affidavits under § 1.672(b) for its case-
in-chief. If the testimony and referenced exhibits relate to
rebuttal, they shall be filed together with any affidavits
served by the party under 8§ 1.672(b) for its case-in-rebuttal
or,if the party does not file any affidavits under § 1.672(b)
for its case-in-rebuttal, no later than the date set by an
administrative patent judge for the party to file affidavits
under § 1.672(b) for its case-in-rebuttal. Pages of affidavits
and deposition transcripts served under this paragraph and
any new exhibits served therewith shall be assigned
sequential numbers by the party in the manner set forth in
§1.672(b). The testimony shall be accompanied by a paper
which specifies with particularity the exact testimony to be
used and demonstrates its relevance.

(b)  Unless otherwise ordered by an administrative
patent judge, any written objection by an opponent to the
paper or the admissibility of the testimony and referenced
exhibits filed under this section shall be filed no later than
the date set by the administrative patent judge for the oppo-
nent to file any objections under § 1.672(c) to affidavits
submitted by the party under § 1.672(b). An opponent who
fails to challenge the admissihility of the testimony or ref-
erenced exhibits on a ground that could have been raised in
atimely objection under this paragraph will not be entitled
to move under § 1.656(h) to suppress the evidence on that
ground. If an opponent timely files an objection, the party
may respond with one or more supplemental affidavits,
officia records or printed publications, which must be filed
together with any supplemental evidence filed by the party
under § 1.672(c) or, if the party doesnot file any supple-
mental evidence under § 1.672(c), no later than the date set
by an administrative patent judge for the party to file sup-
plemental evidence under § 1.672(c). No objection to the
admissibility of the evidence contained in or submitted
with a supplemental affidavit shall be made, except as pro-
vided by § 1.656(h). The pages of supplemental affidavits
and the exhibits filed under this section shall be sequen-
tially numbered by the party in the manner set forth in
§1.672(c). The supplemental affidavits and exhibits shall
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be accompanied by an index of witnesses and an index of
exhibits of the type required by § 1.672(b).

()  Any request by an opponent to cross-examine on
ora deposition the affiant of an affidavit or supplemental
affidavit submitted under paragraph (a) or (b) of this sec-
tion shall be filed no later than the date set by the adminis-
trative patent judge for the opponent to file a request to
cross-examine an affiant with respect to an affidavit filed
by the party under § 1.672(b) or (c). If any opponent
requests cross-examination of an affiant, the party shall file
a notice of deposition for a reasonable location within the
United States under § 1.673(e) for the purpose of cross-
examination by any opponent. Any redirect and recross
shall take place at the deposition. At any deposition for the
purpose of cross-examination of a witness, the party shall
not be entitled to rely on any document or thing not men-
tioned in one or more of the affidavits filed under this para
graph, except to the extent necessary to conduct proper
redirect. The party who gives notice of a deposition shall be
responsible for providing a trandator if the witness does
not testify in English, for obtaining a court reporter, and for
filing a certified transcript of the deposition as required by
§ 1.676. Within 45 days of the close of the period for taking
cross-examination, the party shal serve (but not file) a
copy of each deposition transcript on each opponent
together with copies of any additional documentary exhib-
its identified by the witness during the deposition. The
pages of deposition transcripts and exhibits served under
this paragraph shall be sequentially nhumbered by the party
in the manner set forth in § 1.672(d). The deposition tran-
scripts shall be accompanied by an index of the names of
the witnesses, giving the number of the page where cross-
examination, redirect and recross of each witness begins,
and an index of exhibits of the type specified in § 1.672(b).

[49 FR 48470, Dec. 12, 1984, added effective Feb. 11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.684 [Reserved]

§ 1.685 Errorsand irregularitiesin depositions.

(& An error in a notice for taking a deposition is
waived unless a motion (8 1.635) to quash the notice is
filed as soon as the error is, or could have been, discovered.

(b)  An objection to a qualification of an officer tak-
ing adeposition is waived unless:

(1) The objection is made on the record of the
deposition before a witness begins to testify.
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(2) If discovered after the deposition, a motion
(8 1.635) to suppress the deposition is filed as soon as the
objection is, or could have been, discovered.

(c) Anerror or irregularity in the manner in which
testimony istranscribed, a certified transcript is signed by a
witness, or a certified transcript is prepared, signed, certi-
fied, sealed, endorsed, forwarded, filed, or otherwise han-
died by the officer is waived unless a motion (8 1.635) to
suppress the deposition is filed as soon as the error of irreg-
ularity is, or could have been, discovered.

(d)  An objection to the deposition on any grounds,
such as the competency of a witness, admissibility of evi-
dence, manner of taking the deposition, the form of ques-
tions and answers, any oath or affirmation, or conduct of
any party at the deposition, iswaived unless an objectionis
made on the record at the deposition stating the specific
ground of objection. Any objection which a party wishes
considered by the Board at fina hearing shall be included
in amotion to suppress under § 1.656(h).

() Nothing in this section precludes taking notice
of plain errors affecting substantial rights athough they
were not brought to the attention of an administrative
patent judge or the Board.

[49FR 48471, Dec. 12, 1984, added effective Feb. 11,
1985; 50 FR 23124, May 31, 1985; amended, 60 FR 14488,
Mar. 17, 1995, effective Apr. 21, 1995]

§ 1.687 Additional discovery.

(& A party is not entitled to discovery except as
authorized in this subpart.

(b)  Where appropriate, a party may obtain produc-
tion of documents and things during cross-examination of
an opponent's witness or during the testimony period of the
party's case-in-rebuttal .

(c) Upon a motion (§8 1.635) brought by a party
within the time set by an administrative patent judge under
§ 1.651 or thereafter as authorized by § 1.645 and upon a
showing that the interest of justice so requires, an adminis-
trative patent judge may order additional discovery, as to
matters under the control of a party within the scope of the
Federal Rules of Civil Procedure, specifying the terms and
conditions of such additional discovery. See § 1.647 con-
cerning translations of documentsin a foreign language.

(d)  The parties may agree to discovery among them-
selves a any time. In the absence of an agreement, a
motion for additional discovery shall not be filed except as
authorized by this subpart.

[49 FR 48471, Dec. 12, 1984, added effective Feb. 11,
1985; paras. (d) & (e) revised, 60 FR 14488, Mar. 17, 1995,
effective Apr. 21, 1995]
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§ 1.688 Useof discovery.

(8 If otherwise admissible, a party may introduce
into evidence an answer to a written request for an admis-
sion or an answer to awritten interrogatory obtained by dis-
covery under § 1.687 by filing a copy of the request for
admission or the written interrogatory and the answer. If the
answer relates to a party's case-in-chief, the answer shall be
served together with any affidavits served by the party
under § 1.672(b) for its case-in-chief or, if the party does
not serve any affidavits under § 1.672(b) for its case-in-
chief, no later than the date set by an administrative patent
judge for the party to serve affidavits under § 1.672(b) for
its case-in-chief. If the answer relates to the party's rebuttal,
the answer shall be served together with any affidavits
served by the party under 8 1.672(b) for its case-in-rebuttal
or, if the party does not serve any affidavits under
§ 1.672(b)for its case-in-rebuttal, no later than the date set
by an administrative patent judge for the party to serve affi-
davits under § 1.672(b) for its case-in-rebuittal.

(b)  Unless otherwise ordered by an administrative
patent judge, any written objection to the admissibility of
an answer shall be filed no later than the date set by the
administrative patent judge for the opponent to file any
objections under § 1.672(c) to affidavits submitted by the
party under § 1.672(b). An opponent who failsto challenge
the admissibility of an answer on a ground that could have
been raised in atimely objection under this paragraph will
not be entitled to move under § 1.656(h) to suppress the
evidence on that ground. If an opponent timely files an
objection, the party may respond with one or more supple-
mental affidavits, which must be filed together with any
supplemental evidence filed by the party under § 1.672(c)
or, if the party does not file any supplementa evidence
under § 1.672(c), no later than the date set by an adminis-
trative patent judge for the party to file supplemental affida-
vits under § 1.672(c). No objection to the admissibility of
the evidence contained in or submitted with a supplemental
affidavit shall be made, except as provided by 8§ 1.656(h).
The pages of supplemental affidavits and the exhibits filed
under this section shall be sequentially humbered by the
party in the manner set forth in § 1.672(c). The supplemen-
tal affidavits and exhibits shall be accompanied by an index
of witnesses and an index of exhibits of the type required
by § 1.672(b).

(c)  Any request by an opponent to cross-examine on
oral deposition the affiant of a supplemental affidavit sub-
mitted under paragraph (b) of this section shall be filed no
later than the date set by the administrative patent judge for
the opponent to file a request to cross-examine an affiant
with respect to an affidavit filed by the party under
§1.672(b) or (c). If any opponent requests cross-examina-
tion of an affiant, the party shall file a notice of deposition
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for a reasonable location within the United States under
§1.673(e) for the purpose of cross-examination by any
opponent. Any redirect and recross shall take place at the
deposition. At any deposition for the purpose of cross-
examination of a witness, the party shall not be entitled to
rely on any document or thing not mentioned in one or
more of the affidavits filed under this paragraph, except to
the extent necessary to conduct proper redirect. The party
whogives notice of a deposition shall be responsible for
providing a trandator if the witness does not testify in
English, for obtaining a court reporter, and for filing a certi-
fied transcript of the deposition as required by § 1.676.
Within 45 days of the close of the period for taking cross-
examination, the party shall serve (but not file) a copy of
each deposition transcript on each opponent together with
copies of any additional documentary exhibits identified by
the witness during the deposition. The pages of deposition
transcripts and exhibits served under this paragraph shall be
sequentially numbered by the party in the manner set forth
in 8 1.672(d). The deposition transcripts shall be accompa-
nied by an index of the names of the witnesses, giving the
number of the page where cross-examination, redirect and
recross of each witness begins, and an index of exhibits of
the type specified in § 1.672(b).

(d A party may not rely upon any other matter
obtained by discovery unlessit is introduced into evidence
under this subpart.

[49 FR 48471, Dec. 12, 1984, added effective Feb.11,
1985; revised, 60 FR 14488, Mar. 17, 1995, effective Apr.
21, 1995]

§ 1.690 Arbitration of interferences.

(8) Parties to a patent interference may determine
the interference or any aspect thereof by arbitration. Such
arbitration shall be governed by the provisions of Title 9,
United States Code. The parties must notify the Board in
writing of their intention to arbitrate. An agreement to arbi-
trate must be in writing, specify the issues to be arbitrated,
the name of the arbitrator or a date not more than thirty (30)
days after the execution of the agreement for the selection
of the arbitrator, and provide that the arbitrator's award
shall be binding on the parties and that judgment thereon
can be entered by the Board. A copy of the agreement must
be filed within twenty (20) days &fter its execution. The
parties shall be solely responsible for the selection of the
arbitrator and the rules for conducting proceedings before
the arbitrator. 1ssues not disposed of by the arbitration will
be resolved in accordance with the proceduresestablished
in this subpart, as determined by the administrative patent
judge.
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(b) An arbitration proceeding under this section
shall be conducted within such time as may be authorized
on a case-by-case basis by an administrative patent judge.

(¢) An arbitration award will be given no consider-
ation unless it is binding on the parties, is in writing and
statesin aclear and definite manner theissue or issues arbi-
trated and the disposition of each issue The award may
include a statement of the grounds and reasoning in support
thereof. Unless otherwise ordered by an administrative
patent judge, the parties shal give notice to the Board of an
arbitration award by filing within twenty (20) days from the
date of the award a copy of the award signed by the arbitra-
tor or arbitrators. When an award is timely filed, the award
shall, as to the parties to the arbitration, be dispositive of
the issue or issuesto which it relates.

(d) An arbitration award shall not preclude the
Office from determining patentability of any invention
involved in the interference.

[Added, 52 FR 13838, Apr. 27, 1987; paras. (8)-(c)
revised, 60 FR 14488, Mar. 17, 1995, effective Apr. 21,
1995]

Subpart F — Extension of Patent Term

§ 1.701 Extension of patent term due to prosecution
delay.

(& A patent, other than for designs, issued on an
application filed on or after June 8, 1995, is entitled to
extension of the patent term if the issuance of the patent
was delayed due to:

(1) Interference proceedings under 35 U.S.C.
135(a); and/or

(2) The application being placed under a secrecy
order under 35 U.S.C. 181; and/or

(3) Appellate review by the Board of Patent
Appeals and Interferences or by a Federa court under
35 U.S.C. 141 or 145, if the patent was issued pursuant to a
decision reversing an adverse determination of patentabil-
ity and if the patent is not subject to a terminal disclaimer
due to the issuance of another patent claiming subject mat-
ter that is not patentably distinct from that under appellate
review.

(b) Theterm of a patent entitled to extension under
paragraph (a) of this section shall be extended for the sum
of the periods of delay calculated under paragraphs (c)(1),
(©)(2), (c)(3) and (d) of this section, to the extent that these
periods are not overlapping, up to amaximum of five years.
The extension will run from the expiration date of the
patent.

(c)(1) The period of delay under paragraph (a)(1) of
this section for an application is the sum of the following
periods, to the extent that the periods are not overlapping:
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0] With respect to each interference in which
the application was involved, the number of days, if any, in
the period beginning on the date the interference was
declared or redeclared to involve the application in the
interference and ending on the date that the interference
was terminated with respect to the application; and

(i) The number of days, if any, in the period
beginning on the date prosecution in the application was
suspended by the Patent and Trademark Office due to inter-
ference proceedings under 35 U.S.C. 135(a) not involving
the application and ending on the date of the termination of
the suspension.

(2) The period of delay under paragraph (a)(2) of
this section for an application is the sum of the following
periods, to the extent that the periods are not overlapping:

()  The number of days, if any, the application
was maintained in a sealed condition under 35 U.S.C. 181,

(i)  The number of days, if any, in the period
beginning on the date of mailing of an examiner's answer
under § 1.193 in the application under secrecy order and
ending on the date the secrecy order and any renewal
thereof was removed;

(i) The member of days, if any, in the period
beginning on the date applicant was notified that an inter-
ference would be declared but for the secrecy order and
ending on the date the secrecy order and any renewal
thereof was removed; and

(iv) The number of days, if any, in the period
beginning on the date of notification under § 5.3(c) and
ending on the date of mailing of the notice of allowance
under § 1.311.

(3) The period of delay under paragraph (a)(3) of
this section is the sum of the number of days, if any, in the
period beginning on the date on which an appeal to the
Board of Patent Appeals and Interferences was filed under
35 U.S.C. 134 and ending on the date of afinal decisionin
favor of the applicant by the Board of Patent Appeals and
Interferences or by a Federal court in an appeal under
35 U.S.C. 141 or acivil action under 35 U.S.C. 145.

(d) The period of delay set forth in paragraph (c)(3)
shall be reduced by:

(1) Any time during the period of appellate
review that occurred before three years from the filing of
the first national application for patent presented for exami-
nation; and

(2) Any time during the period of appellate
review, as determined by the Commissioner, during which
the applicant for patent did not act with due diligence. In
determining the due diligence of an applicant, the Commis-
sioner may examine the facts and circumstances of the
applicant's actions during the period of appellate review to
determine whether the applicant exhibited that degree of
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timeliness as may reasonably be expected from, and which
is ordinarily exercised by, a person during a period of
appellate review.

[Added, 60 FR 20195, Apr. 25, 1995, effective June 8,
1995]

§ 1.710 Patents subject to extension of the patent
term.

(8 A paent is eligible for extension of the patent
term if the patent claims a product as defined in paragraph
(b) of this section, either alone or in combination with other
ingredients that read on a composition that received per-
mission for commercial marketing or use, or a method of
using such a product, or a method of manufacturing such a
product, and meets all other conditions and requirements of
this subpart.

(b)  The term product referred to in paragraph (a) of
this section means --

() The active ingredient of a new human drug,
antibiotic drug, or human biological product (as those terms
are used in the Federal Food, Drug, and Cosmetic Act and
the Public Health Service Act) including any salt or ester of
the active ingredient, as a single entity or in combination
with another active ingredient; or

(2) Theactiveingredient of anew animal drug or
veterinary biological product (as those terms are used in the
Federal Food, Drug, and Cosmetic Act and the Virus-
Serum-Toxin Act) that is not primarily manufactured using
recombinant DNA, recombinant RNA, hybridoma technol-
ogy, or other processes including site specific genetic
manipulation techniques, including any salt or ester of the
active ingredient, as a single entity or in combination with
another active ingredient; or

(3) Any medical device, food additive, or color
additive subject to regulation under the Federal Food,
Drug, and Cosmetic Act.

[Added 52 FR 9394, Mar. 24, 1987, effective May 26,
1987; amended, 54 FR 30375, July 20, 1989, effective Aug.
22,1989]

§ 1.720 Conditionsfor extension of patent term.
The term of a patent may be extended if:

(8 Thepatent claimsaproduct or amethod of using
or manufacturing a product as defined in 8 1.710;

(b) Theterm of the patent has never been previously
extended except for any interim extension issued pursuant
to §1.760;

(c) An application for extension is submitted in
compliance with § 1.740;
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(d) The product has been subject to a regulatory
review period as defined in 35 U.S.C. 156(g) before its
commercial marketing or use;

(e) The product has received permission for com-
mercial marketing or use and --

(1) The permission for the commercia marketing
or use of the product is the first received permission for
commercial marketing or use under the provision of law
under which the applicable regulatory review occurred, or

(2) Inthe case of a patent other than one directed
to subject matter within § 1.710(b)(2) claiming a method of
manufacturing the product that primarily uses recombinant
DNA technology in the manufacture of the product, the
permission for the commercial marketing or useis the first
received permission for the commercial marketing or use of
a product manufactured under the process claimed in the
patent, or

(3) Inthe case of a patent claiming a new animal
drug or a veterinary biological product that is not covered
by the claims in any other patent that has been extended,
and has received permission for the commercial marketing
or use in non-food-producing animals and in food-produc-
ing animals, and was not extended on the basis of the regu-
latory review period for use in non-food-producing
animals, the permission for the commercial marketing or
use of the drug or product after the regulatory review
period for use in food-producing animalsis the first permit-
ted commercia marketing or use of the drug or product for
administration to a food-producing animal.

(f)  The application is submitted within the sixty-
day period beginning on the date the product first received
permission for commercial marketing or use under the pro-
visions of law under which the applicable regulatory
review period occurred; or in the case of a patent claiming a
method of manufacturing the product which primarily uses
recombinant DNA technology in the manufacture of the
product, the application for extension is submitted within
the sixty-day period beginning on the date of the first per-
mitted commercial marketing or use of a product manufac-
tured under the process claimed in the patent; or in the case
of a patent that claims a new animal drug or a veterinary
biologica product that is not covered by the claims in any
other patent that has been extended, and said drug or prod-
uct has received permission for the commercial marketing
or use in non-food-producing animals, the application for
extension is submitted within thesixty-day period begin-
ning on the date of the first permitted commercial market-
ing or use of the drug or product for administration to a
food-producing animal;

(9) Theterm of the patent has not expired before the
submission of an application in compliance with § 1.741;
and
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(h)  No other patent term has been extended for the
same regulatory review period for the product.

[Added 52 FR 9395, Mar. 24, 1987, effective May 26,
1987; paras. (e) & (f) amended, 54 FR 30375, July 20,
1989, effective Aug. 22, 1989]

§ 1.730 Applicant for extension of patent term.

Any application for extension of a patent term must be
submitted by the owner of record of the patent or its agent
and must comply with the requirements of § 1.740.

[Added 52 FR 9395, Mar. 24, 1987, effective May 26,
1987]

§ 1.740 Application for extension of patent term.

(8 Anapplication for extension of patent term must
be made in writing to the Commissioner of Patents and
Trademarks. A formal application for the extension of
patent term shall include:

(1) A complete identification of the approved
product as by appropriate chemica and generic name,
physical structure or characteristics;

(2) A complete identification of the Federal stat-
ute including the applicable provision of law under which
the regulatory review occurred;

(3) An identification of the date on which the
product received permission for commercia marketing or
use under the provision of law under which the applicable
regulatory review period occurred,;

(4) Inthe case of adrug product, an identification
of each active ingredient in the product and as to each
active ingredient, a statement that it has not been previously
approved for commercia marketing or use under the Fegd-
era Food, Drug, and Cosmetic Act, the Public Health Ser-
vice Act, or the Virus-Serum-Toxin Act, or a statement of
when the active ingredient was approved for commercial
marketing or use (either alone or in combination with other
active ingredients), the use for which it was approved, and
the provision of law under which it was approved.

(5) A statement that the application is being sub-
mitted within the sixty day period permitted for submission
pursuant to § 1.720(f) and an identification of the date of the
last day on which the application could be submitted;

(6) A complete identification of the patent for
which an extension is being sought by the name of the
inventor, the patent number, the date of issue, and the date
of expiration;

(7) A copy of the patent for which an extension is
being sought, including the entire specification (including
claims) and drawings;
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(80 A copy of any disclaimer, certificate of cor-
rection, receipt of maintenance fee payment, or reexamina-
tion certificate issued in the patent;

(99 A statement that the patent clams the
approved product or a method of using or manufacturing
the approved product, and a showing which lists each appli-
cable patent claim and demonstrates the manner in which
each applicable patent claim reads on the approved product
or method of using or manufacturing the approved product;

(10) A statement, beginning on a new page, of the
relevant dates and information pursuant to 35 U.S.C.
156(g) in order to enable the Secretary of Health and
Human Services or the Secretary of Agriculture, as appro-
priate, to determine the applicable regulatory review period
asfollows:

(i)  Forapatent claiming a human drug, antibi-
otic, or human biological product, the effective date of the
investigational new drug (IND) application and the IND
number; the date on which a new drug application (NDA)
or a Product License Application (PLA) was initially sub-
mitted and the NDA or PLA number and the date on which
the NDA was approved or the Product License issued;

(i) For a patent claiming a new anima drug,
the date a major health or environmental effects test on the
drug was initiated and any available substantiation of the
date or the date of an exemption under subsection (j) of sec-
tion 512 of the Federa Food, Drug, and Cosmetic Act
became effective for such animal drug; the date on which a
new animal drug application (NADA) was initially submit-
ted and the NADA number; and the date on which the
NADA was approved;

(i) For a patent claiming a veterinary biologi-
cal product, the date the authority to prepare an experimen-
tal biological product under the Virus-Serum-Toxin Act
became effective; the date an application for a license was
submitted under the Virus-Serum-Toxin Act; and the date
the license issued;

(iv) For apatent claiming a food or color addi-
tive, the date amajor health or environmental effectstest on
the additive was initiated and any available substantiation
of that date; the date on which a petition for product
approval under the Federal Food, Drug, and Cosmetic Act
was initially submitted and the petition number; and the
date on which the FDA published a Federal Register notice
listing the additive for use;

(v) For apatent claiming a medical device, the
effective date of the investigational device exemption
(IDE) and the IDE number, if applicable, or the date on
which the applicant began the first clinical investigation
involving the device if no IDE was submitted and any
available substantiation of that date; the date on which the
application for product approval or notice of completion of
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a product development protocol under section 515 of the
Federal Food, Drug, and Cosmetic Act was initially sub-
mitted and the number of the application or protocol; and
the date on which the application was approved or the pro-
tocol declared to be completed.

(11) A brief description beginning on a new page
of the significant activities undertaken by the marketing
applicant during the applicable regulatory review period
with respect to the approved product and the significant
dates applicable to such activities;

(12) A statement beginning on a new page that in
the opinion of the applicant the patent is eligible for the
extension and a statement as to the length of extension
claimed, including how the length of extension was deter-
mined;

(13) A statement that applicant acknowledges a
duty to disclose to the Commissioner of Patents and Trade-
marks and the Secretary of Health and Human Services or
the Secretary of Agriculture any information which is
material to the determination of entitlement to the exten-
sion sought (see § 1.765);

(14) The prescribed fee for receiving and acting
upon the application for extension (see § 1.20(j));

(15) The name, address, and telephone number of
the person to whom inquiries and correspondence relating
to the application for patent term extension are to be
directed;

(16) A duplicate of the application papers, certi-
fied as such; and

(17) An oath or declaration as set forth in para-
graph (b) of this section.

(b)  Any oath or declaration submitted in compliance
with paragraph (a) of this section must be signed by the
owner of record of the patent or its agent, specifically iden-
tify the papers and the patent for which an extension is
sought and aver that the person signing the oath or declara-
tion:

() Isthe owner, an official of a corporate owner
authorized to obligate the corporation, or a patent attorney
or agent authorized to practice before the Patent and Trade-
mark Office and who has general authority from the owner
to act on behalf of the owner in patent matters.

(2) Hasreviewed and understands the contents of
the application being submitted pursuant to this section;

(3) Beélieves the patent is subject to extension
pursuant to § 1.710;

(4) Believesan extension of the length claimed is
justified under 35 U.S.C. 156 and the applicable regula-
tions; and

(5) Bélievesthe patent for which the extension is
being sought meets the conditions for extension of the term
of apatent as set forth in § 1.720.
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(c) If any application for extension of patent term
submitted pursuant to this section is held to be informal,
applicant may seek to have that holding reviewed by filing
a petition with the reguired fee, as necessary, pursuant to
§1.181, §1.182 or §1.183, as appropriate, within such time
as may be set in the notice that the application has been
held to be informal, or if no timeis set, within one month of
the date on which the application was held informal. The
time periods set forth herein are subject to the provisions of
37 CFR 1.136.

[Added 52 FR 9395, Mar. 24, 1987, effective May 26,
1987; para. (a) amended, 54 FR 30375, July 20, 1989,
effective Aug. 22, 1989; para. (a)(14), 56 FR 65142, Dec.
13, 1991, effective Dec. 16, 1991]

§ 1.741 Filing date of application.

(8 Thefiling date of an application for extension of
a patent term is the date on which a complete application is
received in the Patent and Trademark Office or filed pursu-
ant to the “Certificate of Mailing or Transmission” proce-
dures of 37 CFR 1.8 or “Express Mail” provisions of
37 CFR 1.10. A complete application shall include:

(1) Anidentification of the approved product;

(2) An identification of each Federal statute
under which regulatory review occurred;

(3) An identification of the patent for which an
extension is being sought;

(4)  An identification of each claim of the patent
which claims the approved product or a method of using or
manufacturing the approved product;

(5) Sufficient information to enable the Commis-
sioner to determine under 35 U.S.C. 156 subsections (a)
and (b) the eligibility of a patent for extension and the
rights that will be derived from the extension and informa-
tion to enable the Commissioner and the Secretary of
Health and Human Services or the Secretary of Agriculture
to determine the length of the regulatory review period; and

(6) A brief description of the activities under-
taken by the marketing applicant during the applicable reg-
ulatory review period with respect to the approved product
and the significant dates applicable to such activities.

(b) If any application submitted pursuant to this sec-
tion is held to be incomplete, applicant may seek to have
this holding reviewed under § 1.181.

[Added 52 FR 9396, Mar. 24, 1987, effective May 26,
1987; para. (a) amended, 54 FR 30375, July 20, 1989,
effective Aug. 22, 1989; para. (a) amended, 58 FR 54494,
Oct. 22, 1993, effective Nov. 22, 1993; para. (a) correcting
amendment, 61 FR 64027, Dec. 3, 1996]
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§ 1.750 Determination of eligibility for extension of
patent term.

A determination as to whether a patent is eligible for
extension may be made by the Commissioner solely on the
basis of the representations contained in the application for
extension filed in compliance with § 1.740 or § 1.790. This
determination may be delegated to appropriate Patent and
Trademark Office officials and may be made at any time
before the certificate of extension is issued. The Commis-
sioner or other appropriate officids may require from
applicant further information or make such independent
inquiries as desired before afinal determination is made on
whether a patent is eligible for extension. In an application
for extension filed in compliance with § 1.740, a notice will
be mailed to applicant containing the determination as to
the eligibility of the patent for extension and the period of
time of the extension, if any. This notice shall constitute the
final determination as to the eligibility and any period of
extensionof the patent. A single request for reconsideration
of afinal determination may be made if filed by the appli-
cant within such time as may be set in the notice of final
determination or, if no time is set, within one month from
the date of the final determination. The time periods set
forth herein are subject to the provisions of § 1.136.

[Added 52 FR 9396, Mar. 24, 1987, effective May 26,
1987; revised, 60 FR 25615, May 12, 1995, effective July
11, 1995]

§ 1.760 Interim extension of patent term under

35U.S.C. 156(6)(2).

An applicant who has filed a formal application for
extension in compliance with § 1.740 may request one or
more interim extensions for periods of up to one year each
pending afinal determination on the application pursuant to
§ 1.750. Any such request should be filed at least three
months prior to the expiration date of the patent. The Com-
missioner may issue interim extensions, without a request
by the applicant, for periods of up to one year each until a
fina determination is made. The patent owner or agent will
be notified when an interim extension is granted and notice
of the extension will be published in the Official Gazette of
the Patent and Trademark Office. The notice will be
recorded in the official file of the patent and will be consid-
ered as part of the origina patent. In no event will the
interim extensions granted under this section be longer than
the maximum period of extension to which the applicant
wouldbe eligible.

[Added, 52 FR 9396, Mar. 24, 1987, effective May 26,
1987; heading revised, 60 FR 25615, May 12, 1995, effec-
tive July 11, 1995]

R-135

§1.765

§ 1.765 Duty of disclosure in patent term extension
proceedings.

(@ A duty of candor and good faith toward the
Patent and Trademark Office and the Secretary of Health
and Human Services or the Secretary of Agriculture rests
on the patent owner or its agent, on each attorney or agent
who represents the patent owner and on every other indi-
vidual who is substantively involved on behalf of the patent
owner in a patent term extension proceeding. All such indi-
viduals who are aware, or become aware, of material infor-
mation adverse to a determination of entitlement to the
extension sought, which has not been previously made of
record in the patent term extension proceeding must bring
such information to the attention of the Office or the Secre-
tary, as appropriate, in accordance with paragraph (b) of
this section, as soon asit is practical to do so after the indi-
vidual becomes aware of the information. Information is
material where there is a substantial likelihood that the
Office or the Secretary wouldconsider it important in deter-
minations to be made in the patent term extension proceed-

ing.

(b) Disclosures pursuant to this section must be
accompanied by a copy of each written document which is
being disclosed. The disclosure must be made to the Office
or the Secretary, as appropriate, unless the disclosure is
material to determinations to be made by both the Office
and the Secretary, in which case duplicate copies, certified
as such, must be filed in the Office and with the Secretary.
Disclosures pursuant to this section may be made to the
Office or the Secretary, as appropriate, through an attorney
or agent having responsibility on behalf of the patent owner
or its agent for the patent term extension proceeding or
through a patent owner acting on his or her own behalf.
Disclosure to such an attorney, agent or patent owner shall
satisfy the duty of any other individual. Such an attorney,
agent or patent owner has no duty to transmit information
which is not material to the determination of entitlement to
the extension sought.

(c) No patent will be determined eligible for exten-
sion and no extension will be issued if it is determined that
fraud on the Office or the Secretary was practiced or
attempted or the duty of disclosure was violated through
bad faith or gross negligence in connection with the patent
term extension proceeding. If it is established by clear and
convincing evidence that any fraud was practiced or
attempted on the Office or the Secretary in connection with
the patent term extension proceeding or that there was any
violation of the duty of disclosure through bad faith or
gross negligence in connection with the patent term exten-
sion proceeding, a final determination will be made pursu-
ant to § 1.750 that the patent is not eligible for extension.
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(d) The duty of disclosure pursuant to this section
rests on the individuals identified in paragraph (a) of this
section and no submission on behalf of third parties, in the
form of protests or otherwise, will be considered by the
Office. Any such submissions by third parties to the Office
will be returned to the party making the submission, or oth-
erwise disposed of, without consideration by the Office.

[Added, 52 FR 9396, Mar. 24 1987, effective May 26,
1987, para. (@) amended, 54 FR 30375, July 20, 1989,
effective Aug. 22, 1989; para. (a) revised, 60 FR 25615,
May 12, 1995, effective July 11, 1995]

§ 1.770 Express withdrawal of application for exten-
sion of patent term.

An application for extension of patent term may be
expressly withdrawn before a determination is made pursu-
ant to § 1.750 by filing in the Office, in duplicate, a written
declaration of withdrawal signed by the owner of record of
the patent or its agent. An application may not be expressly
withdrawn after the date permitted for reply to the fina
determination on the application. An express withdrawal
pursuant to this section is effective when acknowledged in
writing by the Office. The filing of an express withdrawal
pursuant to this section and its acceptance by the Office
does not entitle applicant to a refund of the filing fee
(8 1.20(j)) or any portion thereof.

[Added 52 FR 9397, Mar. 24 1987, effective May 26,
1987; 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991;
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 1.775 Calculation of patent term extension for a
human drug, antibiotic drug, or human bio-
logical product.

(8 If adetermination is made pursuant to § 1.750
that a patent for a human drug, antibiotic drug, or human
biological product is digible for extension, the term shall
be extended by the time as calculated in days in the manner
indicated by this section. The patent term extension will run
from the original expiration date of the patent or any earlier
date set by terminal disclaimer (8 1.321).

(b) Theterm of the patent for a human drug, antibi-
otic drug or human biological product will be extended by
the length of the regulatory review period for the product as
determined by the Secretary of Health and Human Ser-
vices, reduced as appropriate pursuant to paragraphs (d)(1)
through (d)(6) of this section.

(c) Thelength of the regulatory review period for a
human drug, antibiotic drug or human biological product
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will be determined by the Secretary of Health and Human
Services. Under 35 U.S.C. 156(g)(1)(B), it is the sum of --

(1) The number of days in the period beginning
on the date an exemption under subsection (i) of section
505 or subsection (d) of section 507 of the Federal Food,
Drug, and Cosmetic Act became effective for the approved
product and ending on the date an application was initialy
submitted for such product under those sections or under
section 351 of the Public Health Service Act; and

(2) The number of days in the period beginning
on the date the application was initially submitted for the
approved product under section 351 of the Public Health
Service Act, subsection (b) of section 505 or section 507 of
the Federal Food, Drug, and Cosmetic Act and ending on
the date such application was approved under such section.

(d) Theterm of the patent as extended for a human
drug, antibiotic drug or human biologica product will be
determined by—

(1) Subtracting from the number of days deter-
mined by the Secretary of Health and Human Servicesto be
in the regulatory review period:

(i)  Thenumber of days in the periods of para-
graphs (c)(1) and (c)(2) of this section which were on and
before the date on which the patent issued;

(i)  Thenumber of days in the periods of para-
graphs (c)(1) and (c)(2) of this section during which it is
determined under 35 U.S.C. 156(d)(2)(B) by the Secretary
of Health and Human Services that applicant did not act
with due diligence;

(iii) One-half the number of daysremaining in
the period defined by paragraph (c)(1) of this section after
that period is reduced in accordance with para graphs
(d)(1)(i) and (ii) of this section; half days will be ignored
for purposes of subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of the
patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date of approva of
the application under section 351 of the Public Health Ser-
vice Act, or subsection (b) of section 505 or section 507 of
the Federal Food, Drug, and Cosmetic Act;

(4) By comparing the dates for the ends of the
periods obtained pursuant to paragraphs (d)(2) and (d)(3) of
this section with each other and selecting the earlier date;

(5) If theorigina patent was issued after Septem-
ber 24, 1984,

(i) By adding 5 yearsto the origina expiration
date of the patent or any earlier date set by terminal dis-
claimer; and

(i) By comparing the dates obtained pursuant
to paragraphs (d)(4) and (d)(5)(i) of this section with each
other and selecting the earlier date;
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(6) If the origina patent was issued before Sep-
tember 24, 1984, and
(i)  If no request was submitted for an exemp-
tion under subsection (i) of section 505 or subsection (d) of
section 507 of the Federal Food, Drug, and Cosmetic Act
before September 24, 1984, by—

(A) Adding 5 yearsto the original expiration
date of the patent or earlier date set by terminal disclaimer;
and

(B) By comparing the dates obtained pursu-
ant to paragraphs (d)(4) and (d)(6)(i)(A) of this section with
each other and selecting the earlier date; or

(i) If arequest was submitted for an exemp-
tion under subsection (i) of section 505 or subsection (d) of
section 507 of the Federal Food, Drug, or Cosmetic Act
before September 24, 1984 and the commercia marketing
or use of the product was not approved before September
24,1984, by -

(A) Adding 2 yearsto the original expiration
date of the patent or earlier date set by terminal disclamer,
and

(B) By comparing the dates obtained pursu-
ant to paragraphs (d)(4) and (d)(6)(ii)(A) of this section
with each other and selecting the earlier filing date.

[Added, 52 FR 9397, Mar. 24 1987, effective May 26,
1987]

§ 1.776 Calculation of patent term extension for a
food additive or color additive.

(8 If adetermination is made pursuant to § 1.750
that a patent for a food additive or color additiveis eligible
for extension, the term shall be extended by the time as cal-
culated in days in the manner indicated by this section. The
patent term extension will run from the original expiration
date of the patent or earlier date set by terminal disclaimer
(8 1.322).

(b) The term of the patent for a food additive or
color additive will be extended by the length of the regula-
tory review period for the product as determined by the
Secretary of Health and Human Services, reduced as appro-
priate pursuant to paragraphs (d)(1) through (d)(6) of this
section.

(c) Thelength of the regulatory review period for a
food additive or color additive will be determined by the
Secretary of Health and Human Services. Under 35 U.S.C.
156(g)(2)(B), it is the sum of -

(1) The number of days in the period beginning
on the date a major health or environmental effects test on
the additive was initiated and ending on the date a petition
was initially submitted with respect to the approved prod-
uct under the Federal Food, Drug, and Cosmetic Act
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requesting the issuance of aregulation for use of the prod-
uct; and

(2) The number of days in the period beginning
on the date a petition was initially submitted with respect to
the approved product under the Federa Food, Drug and
Cosmetic Act requesting the issuance of a regulation for
use of the product, and ending on the date such regulation
became effective or, if objections were filed to such regula-
tion, ending on the date such objections were resolved and
commercial marketing was permitted or, if commercial
marketing was permitted and later revoked pending further
proceedings as a result of such objections, ending on the
date such proceedings were finally resolved and commer-
cia marketing was permitted.

(d) The term of the patent as extended for a food
additive or color additive will be determined by

(1) Subtracting from the number of days deter-
mined by the Secretary of Health and Human Servicesto be
in the regulatory review period:

()  The number of daysin the periods of para-
graphs (c)(1) and (c)(2) of this section which were on and
before the date on which the patent issued;

(i)  The number of daysin the periods of para-
graphs (c)(1) and (c)(2) of this section during which it is
determined under 35 U.S.C. 156(d)(2)(B) by the Secretary
of Health and Human Services that applicant did not act
with due diligence;

(i) The number of days egua to one-half the
number of days remaining in the period defined by para-
graph (c)(1) of this section after that period is reduced in
accordance with paragraphs (d)(1) (i) and (ii) of this sec-
tion; half days will beignored for purposes of subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of the
patent as shortened by any terminal disclaimer;

(3) By adding 14 yearsto the date aregulation for
use of the product became effective or, if objections were
filed to such regulation, to the date such objections were
resolved and commercial marketing was permitted or, if
commercial marketing was permitted and later revoked
pending further proceedings as a result of such objections,
to the date such proceedings were finally resolved and
commercial marketing was permitted;

(49 By comparing the dates for the ends of the
periods obtained pursuant to paragraphs (d)(2) and (d)(3) of
this section with each other and selecting the earlier date;

(5) If theoriginal patent wasissued after Septem-
ber 24, 1984,

(i) Byadding5 yearstothe original expiration
date of the patent or earlier date set by terminal disclaimer;
and
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(i) By comparing the dates obtained pursuant
to paragraphs (d)(4) and (d)(5)(i) of this section with each
other and selecting the earlier date;

(6) If the original patent was issued before Sep-
tember 24, 1984, and

(i) If nomajor heath or environmental effects
test was initiated and no petition for aregulation or applica-
tion for registration was submitted before September 24,
1984, by

(A) Adding 5yearsto theorigina expiration
date of the patent or earlier date set by terminal disclaimer,
and

(B) By comparing the dates obtained pursu-
ant to paragraphs (d)(4) and (d)(6)(i)(A) of this section with
each other and selecting the earlier date; or

(i) If amajor health or environmental effects
test wasinitiated or a petition for aregulation or application
for registration was submitted by September 24, 1984, and
the commercial marketing or use of the product was not
approved before September 24, 1984, by --

(A) Adding 2 yearsto theorigina expiration
date of the patent or earlier date set by terminal disclaimer,
and

(B) By comparing the dates obtained pursu-
ant to paragraphs (d)(4) and (d)(6)(ii)(A) of this section
with each other and selecting the earlier date.

[Added, 52 FR 9397, Mar. 24, 1987, effective May 26,
1987]

§ 1.777 Calculation of patent term extension for a
medical device.

(& If adetermination is made pursuant to § 1.750
that a patent for a medical device is eligible for extension,
the term shall be extended by the time as calculated in days
in the manner indicated by this section. The patent term
extension will run from the original expiration date of the
patent or earlier date as set by termina disclaimer
(8 1.321).

(b)  The term of the patent for a medical device will
be extended by the length of the regulatory review period
for the product as determined by the Secretary of Health
and Human Services, reduced as appropriate pursuant to
paragraphs (d)(1) through (d)(6) of this section.

(c) Thelength of the regulatory review period for a
medical device will be determined by the Secretary of
Health and Human Services. Under 35 U.SC.
156(g)(3)(B), it isthe sum of

(1) The number of days in the period beginning
on the date a clinical investigation on humansinvolving the
device was begun and ending on the date an application
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was initially submitted with respect to the device under sec-
tion 515 of the Federal Food, Drug, and Cosmetic Act; and

(2) The number of days in the period beginning
on the date the application was initially submitted with
respect to the device under section 515 of the Federal Food,
Drug, and Cosmetic Act, and ending on the date such appli-
cation was approved under such Act or the period begin-
ning on the date a notice of completion of a product
development protocol was initially submitted under section
515(f)(5) of the Act and ending on the date the protocol
was declared completed under section 515(f)(6) of the Act.

(d) Theterm of the patent as extended for a medical
devicewill be determined by --

(1) Subtracting from the number of days deter-
mined by the Secretary of Health and Human Servicesto be
in the regulatory review period pursuant to paragraph (c) of
this section:

(i)  Thenumber of days in the periods of para-
graphs (c)(1) and (c)(2) of this section which were on and
before the date on which the patent issued;

(i)  Thenumber of days in the periods of para-
graphs (c)(1) and (c)(2) of this section during which it is
determined under 35 U.S.C. 156(d)(2)(B) by the Secretary
of Health and Human Services that applicant did not act
with due diligence;

(iii) One-half the number of days remaining in
the period defined by paragraph (c)(1) of this section after
that period is reduced in accordance with paragraphs (d)(1)
(i) and (ii) of this section; half dayswill be ignored for pur-
poses of subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of the
patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date of approval of
the application under section 515 of the Federa Food,
Drug, and Cosmetic Act or the date a product development
protocol was declared completed under section 515(f)(6) of
the Act;

(4) By comparing the dates for the ends of the
periods obtained pursuant to paragraphs (d)(2) and (d)(3) of
this section with each other and selecting the earlier date;

(5) If theorigina patent was issued after Septem-
ber 24, 1984,

(i) By adding 5yearsto the original expiration
date of the patent or earlier date set by terminal disclaimer;
and

(i) By comparing the dates obtained pursuant
to paragraphs (d)(4) and (d)(5)(i) of this section with each
other and selecting the earlier date;

(6) If the origina patent was issued before Sep-
tember 24, 1984, and
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(i) If no clinica investigation on humans
involving the device was begun or no product development
protocol was submitted under section 515(f)(5) of the Fed-
era Food, Drug, and Cosmetic Act before September 24,
1984, by --

(A) Adding 5 yearsto the original expiration
date of the patent or earlier date set by terminal disclaimer
and

(B) By comparing the dates obtained pursu-
ant to paragraphs (d)(4) and (d)(6)(i)(A) of this section with
each other and selecting the earlier date; or

(i) If a clinical investigation on humans
involving the device was begun or a product development
protocol was submitted under section 515(f)(5) of the Fed-
era Food, Drug, and Cosmetic Act before September 24,
1984 and the commercial marketing or use of the product
was not approved before September 24, 1984, by

(A) Adding 2 yearsto the original expiration
date of the patent or earlier date set by termina disclaimer,
and

(B) By comparing the dates obtained pursu-
ant to paragraphs (d)(4) and (d)(6)(ii)(A) of this section
with each other and selecting the earlier date.

[Added, 52 FR 9398, Mar. 24 1987, effective May 26,
1987]

§ 1.778 Calculation of patent term extension for an
animal drug product.

(8 If adetermination is made pursuant to § 1.750
that a patent for an animal drug is eligible for extension, the
term shall be extended by the time as calculated in daysin
the manner indicated by this section. The patent term exten-
sion will run from the original expiration date of the patent
or any earlier date set by terminal disclaimer (§ 1.321).

(b) Theterm of the patent for an animal drug will be
extended by the length of the regulatory review period for
the drug as determined by the Secretary of Health and
Human Services, reduced as appropriate pursuant to para-
graphs (d)(1) through (d)(6) of this section.

(c) Thelength of the regulatory review period for an
animal drug will be determined by the Secretary of Health
and Human Services. Under 35 U.S.C. 156(g)(4)(B), it is
the sum of --

(1) The number of days in the period beginning
on the earlier of the date a major heath or environmental
effects test on the drug was initiated or the date an exemp-
tion under subsection (j) of section 512 of the Federa
Food, Drug, and Cosmetic Act became effective for the
approved animal drug and ending on the date an application
was initially submitted for such animal drug under section
512 of the Federal Food, Drug, and Cosmetic Act; and
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(2) The number of days in the period beginning
on the date the application was initially submitted for the
approved anima drug under subsection (b) of section 512
of the Federal Food, Drug, and Cosmetic Act and ending on
the date such application was approved under such section.

(d) Theterm of the patent as extended for an animal
drug will be determined by --

(1) Subtracting from the number of days deter-
mined by the Secretary of Health and Human Servicesto be
in the regulatory review period:

(i)  The number of daysin the periods of para-
graphs (c)(1) and (c)(2) of this section that were on and
before the date on which the patent issued;

(i)  The number of daysin the periods of para-
graphs (c)(1) and (c)(2) of this section during which it is
determined under 35 U.S.C. 156(d)(2)(B) by the Secretary
of Health and Human Services that applicant did not act
with due diligence;

(iii) One-half the number of days remaining in
the period defined by paragraph (c)(1) of this section after
that period is reduced in accordance with paragraphs
(d)(2)(i) and (ii) of this section; half days will be ignored
for purposes of subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of the
patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date of approval of
the application under section 512 of the Federal Food,
Drug, and Cosmetic Act;

(49 By comparing the dates for the ends of the
periods obtained pursuant to paragraphs (d)(2) and (d)(3) of
this section with each other and selecting the earlier date;

(5) If theorigina patent was issued after Novem-
ber 16, 1988, by —

(i) Adding 5 years to the original expiration
date of the patent or any earlier date set by terminal dis-
claimer; and

(i) Comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(5)(i) of this section with each
other and selecting the earlier date;

(6) If the origind patent was issued before
November 16, 1988, and

(i)  If nomajor health or environmental effects
test on the drug was initiated and no request was submitted
for an exemption under subsection (j) of section 512 of the
Federal Food, Drug, and Cosmetic Act before November
16, 1988, by —

(A) Adding 5yearsto theoriginal expiration
date of the patent or earlier date set by terminal disclaimer;
and
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(B) Comparing the dates obtained pursuant
to paragraphs (d)(4) and (d)(6)(i)(A) of this section with
each other and selecting the earlier date; or

(i) If amajor health or environmental effects
test was initiated or a request for an exemption under sub-
section (j) of section 512 of the Federal Food, Drug, and
Cosmetic Act was submitted before November 16, 1988,
and the application for commercial marketing or use of the
animal drug was not approved before November 16, 1988,
by —

(A) Adding 3yearsto theorigina expiration
date of the patent or earlier date set by terminal disclaimer,
and

(B) Comparing the dates obtained pursuant
to paragraphs (d)(4) and (d)(6)(ii)(A) of this section with
each other and selecting the earlier date.

[Added, 54 FR 30375, July 20, 1989, effective Aug.
22,1989]

§ 1.779 Calculation of patent term extension for a
veterinary biological product.

(8 If adetermination is made pursuant to § 1.750
that a patent for a veterinary biological product is eligible
for extension, the term shall be extended by thetime as cal-
culated in daysin the manner indicated by this section. The
patent term extension will run from the original expiration
date of the patent or any earlier date set by terminal dis-
claimer (8§ 1.321).

(b) Theterm of the patent for aveterinary biological
product will be extended by the length of the regulatory
review period for the product as determined by the Secre-
tary of Agriculture, reduced as appropriate pursuant to
paragraphs (d)(1) through (d)(6) of this section.

(c) Thelength of the regulatory review period for a
veterinary biological product will be determined by the
Secretary of Agriculture. Under 35 U.S.C. 156(g)(5)(B), it
isthe sum of —

(1) The number of days in the period beginning
on the date the authority to prepare an experimental biolog-
ical product under the Virus-Serum-Toxin Act became
effective and ending on the date an application for alicense
was submitted under the Virus-Serum-Toxin Act; and

(2) The number of days in the period beginning
on the date an application for alicense was initially submit-
ted for approval under the Virus-Serum-Toxin Act and end-
ing on the date such license was issued.

(d) Theterm of the patent as extended for a veteri-
nary biological product will be determined by —

(1) Subtracting from the number of days deter-
mined by the Secretary of Agriculture to be in the regula-
tory review period:
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(i)  Thenumber of days in the periods of para-
graphs (¢)(1) and (c)(2) of this section that were on and
before the date on which the patent issued;

(i)  Thenumber of days in the periods of para-
graphs (c)(1) and (c)(2) of this section during which it is
determined under 35 U.S.C. 156(d)(2)(B) by the Secretary
of Agriculture that applicant did not act with due diligence;

(iii) One-half the number of days remaining in
the period defined by paragraph (c)(1) of this section after
that period is reduced in accordance with paragraphs
(d)(1)(i) and (ii) of this section; half days will be ignored
for purposes of subtraction;

(2) By adding the number of days determined in
paragraph (d)(1) of this section to the original term of the
patent as shortened by any terminal disclaimer;

(3) By adding 14 years to the date of the issuance
of alicense under the Virus-Serum-Toxin Act;

(4 By comparing the dates for the ends of the
periods obtained pursuant to paragraphs (d)(2) and (d)(3) of
this section with each other and selecting the earlier date;

(5) If theoriginal patent was issued after Novem-
ber 16, 1988, by --

(i) Adding 5 years to the original expiration
date of the patent or any earlier date set by terminal dis-
claimer; and

(i)  Comparing the dates obtained pursuant to
paragraphs (d)(4) and (d)(5)(i) of this section with each
other and selecting the earlier date;

(6) If the origina patent was issued before
November 16, 1988, and

(i)  If norequest for the authority to prepare an
experimental biological product under the Virus-Serum-
Toxin Act was submitted before November 16, 1988, by --

(A) Adding 5 yearsto the original expiration
date of the patent or earlier date set by terminal disclaimer;
and

(B) Comparing the dates obtained pursuant
to paragraphs (d)(4) and (d)(6)(i)(A) of this section with
each other and selecting the earlier date; or

(i) If arequest for the authority to prepare an
experimental biological product under the Virus-Serum-
Toxin Act was submitted before November 16, 1988, and
the commercial marketing or use of the product was not
approved before November 16, 1988, by --

(A) Adding 3 yearsto theoriginal expiration
date of the patent or earlier date set by terminal disclaimer;
and

(B) Comparing the dates obtained pursuant
to paragraphs (d)(4) and (d)(6)(ii)(A) of this section with
each other and selecting the earlier date.

[Added, 54 FR 30375, July 20, 1989, effective Aug.
22,1989]
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§ 1.780 Certificate of extension of patent term.

If a determination is made pursuant to § 1.750 that a
patent is eligible for extension and that the term of the
patent is to be extended, a certificate of extension, under
seal, or certificate of interim extension under 35 U.S.C.
156(d)(5) will be issued to the applicant for the extension
of the patent term. Such certificate will be recorded in the
officia file of the patent and will be considered as part of
the original patent. Notification of the issuance of the cer-
tificate of extension will be published in the Official
Gazette of the Patent and Trademark Office. Notification of
the issuance of the certificate of interim extension under
35 U.S.C. 156(d)(5), including the identity of the product
currently under regulatory review, will be published in the
Official Gazette of the Patent and Trademark Office and in
the Federal Register. No certificate of extension will be
issued if the termof the patent cannot be extended, even
though the patent is otherwise determined to be eligible for
extension. In such situations the final determination made
pursuant to § 1.750 will indicate that no certificate will
issue.

[Added, 52 FR 9399, Mar. 24 1987, effective May 26,
1987; para. (a) revised, 60 FR 25615, May 12, 1995, effec-
tive July 11, 1995]

§ 1.785 Multiple applications for extension of term of
the same patent or of different patentsfor the

same regulatory review period for a product.

(8 Only one patent may be extended for a regula
tory review period for any product § 1.720 (h)). If more
than one application for extension of the same patent is
filed, the certificate of extension of patent term, if appropri-
ate, will be issued based upon the first filed application for
extension.

(b) If more than one application for extension is
filed by a single applicant which seeks the extension of the
term of two or more patents based upon the same regula
tory review period, and the patents are otherwise eligible
for extension pursuant to the requirements of this subpart,
in the absence of an election by the applicant, the certificate
of extension of patent term, if appropriate, will be issued
upon the application for extension of the patent term having
the earliest date of issuance of those patents for which
extension is sought.

(c) If an application for extension is filed which
seeks the extension of the term of a patent based upon the
same regulatory review period as that relied upon in one or
more applications for extension pursuant to the require-
ments of this subpart, the certificate of extension of patent
term will be issued on the application only if the patent
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owner or its agent is the holder of the regulatory approval
granted with respect to the regulatory review period.

(d)  Anapplication for extension shall be considered
complete and formal regardless of whether it contains the
identification of the holder of the regulatory approval
granted with respect to the regulatory review period. When
an application contains such information, or is amended to
contain such information, it will be considered in determin-
ing whether an application is eligible for an extension
under this section. A request may be made of any applicant
to supply such information within a non-extendable period
of not less than one month whenever multiple applications
for extension of more than one patent are received and rely
upon the same regulatory review period. Failure to provide
such information within the period for reply set shall be
regarded as conclusively establishing that the applicant is
not the holder of the regulatory approval.

(e) Determinations made under this section shall be
included in the notice of final determination of eigibility
for extension of the patent term pursuant to 8§ 1.750 and
shall be regarded as part of that determination.

[Added, 52 FR 9399, Mar. 24 1987, effective May 26,
1987; para. (b) amended, 54 FR 30375, July 20, 1989,
effective Aug. 22, 1989; revised, 60 FR 25615, May 12,
1995, effective July 11, 1995; para (d) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 1.790 Interim extension of patent term under
35 U.S.C. 156(d)(5)

(& Anowner of record of a patent or its agent who
reasonably expects that the applicable regulatory review
period described in paragraph (1)(B)(ii), (2)(B)(ii),
3)(B)(ii), (4)(B)(ii), or (5)(B)(ii) of subsection (g) that
began for a product that is the subject of such patent may
extend beyond the expiration of the patent term in effect
may submit one or more applications for interim extensions
for periods of up to one year each. The initial application
for interim extension must be filed during the period begin-
ning 6 months and ending 15 days before the patent term is
due to expire. Each subsequent application for interim
extension must be filed during the period beginning 60
days before and ending 30 days before the expiration of the
preceding interim extension. In no event will the interim
extensions granted under this section be longer than the
maximum period of extension to which the applicant would
be entitled under 35 U.S.C.156(c).

(b) A complete application for interim extension
under this section shall include al of the information
required for aformal application under § 1.740 and a com-
plete application under § 1.741. Sections (a)(1), (8)(2),
(a)(4), and (a)(6) - (a)(17) of § 1.740 and § 1.741 shall be
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read in the context of a product currently undergoing regu-
latory review. Sections (a)(3) and (a)(5) of § 1.740 are not
applicable to an application for interim extension under this
section.

(c) The content of each subsequent interim exten-
sion application may be limited to a request for a subse-
guent interim extension along with a statement that the
regulatory review period has not been completed along
with any materials or information required under 8§ 1.740
and 1.741 that are not present in the preceding interim
extension application.

[Added, 60 FR 25615, May 12, 1995, effective July 11,
1995]

§ 1.791 Termination of interim extension granted
prior to regulatory approval of a product for
commer cial marketing or use.

Any interim extension granted under 35 U.S.C.
156(d)(5) terminates at the end of the 60-day period begin-
ning on the date on which the product involved receives
permission for commercial marketing or use. If within that
60-day period the patent owner or its agent files an applica-
tion for extension under 88 1.740 and 1.741 including any
additional information required under 35 U.S.C. 156(d)(1)
not contained in the application for interim extension, the
patent shall be further extended in accordance with the pro-
visions of 35 U.S.C. 156.

[Added, 60 FR 25615, May 12, 1995, effective July 11,
1995]

Subpart G — Biotechnology I nvention
Disclosures

DEPOSIT OF BIOLOGICAL MATERIAL

§ 1.801 Biological material.

For the purposes of these regulations pertaining to the
deposit of biological material for purposes of patents for
inventions under 35 U.S.C. 101, the term biologica mate-
rial shall include material that is capable of self-replication
either directly or indirectly. Representative examples
include bacteria, fungi including yeast, algae, protozoa,
eukaryotic cells, cell lines, hybridomas, plasmids, viruses,
plant tissue cells, lichens and seeds. Viruses, vectors, cell
organelles and other non-living material existing in and
reproducible from aliving cell may be deposited by deposit
of the host cell capable of reproducing the non-living mate-
rial.

[Added, 54 FR 34880, Aug. 22, 1989, effective Jan. 1,
1990]
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§ 1.802 Need or opportunity to make a deposit.

(8 Whereaninventionis, or relies on, a biological
material, the disclosure may include reference to a deposit
of such biological material.

(b) Biologica material need not be deposited unless
access to such material is necessary for the satisfaction of
the statutory requirements for patentability under 35 U.S.C.
112. If adeposit is necessary, it shall be acceptable if made
in accordance with these regulations. Biological material
need not be deposited, inter alia, if it is known and readily
available to the public or can be made or isolated without
undue experimentation. Once deposited in a depository
complying with these regulations, abiological material will
be considered to be readily available even though some
requirement of law or regulation of the United States or of
the country in which the depository institution is located
permits access to the material only under conditions
imposed for safety, public health or similar reasons.

(c) Thereference to abiological material in a speci-
fication disclosure or the actual deposit of such material by
an applicant or patent owner does not create any presump-
tion that such materia is necessary to satisfy 35 U.S.C. 112
or that deposit in accordance with these regulations is or
was required.

[Added, 54 FR 34880, Aug. 22, 1989, effective Jan. 1,
1990]

§ 1.803 Acceptable depository.

(8 A deposit shal be recognized for the purposes of
these regulations if madein

(1) Any International Depositary Authority
(IDA) as established under the Budapest Treaty on the
International Recognition of the Deposit of Micro-organ-
isms for the Purposes of Patent Procedure, or

(2) Any other depository recognized to be suit-
able by the Office. Suitability will be determined by the
Commissioner on the basis of the administrative and tech-
nical competence, and agreement of the depository to com-
ply with the terms and conditions applicable to deposits for
patent purposes. The Commissioner may seek the advice of
impartial consultants on the suitability of a depository. The
depository must:

(i) Haveacontinuous existence;

(i) Exist independent of the control of the
depositor;

(iii) Possess the staff and facilities sufficient to
examine the viability of a deposit and store the depositin a

manner which ensures that it is kept viable and uncontami-
nated;
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(iv) Provide for sufficient safety measures to
minimize the risk of losing biologica material deposited
with it;

(v) Beimpartial and objective;

(vi) Furnish samples of the deposited material
in an expeditious and proper manner; and

(vii) Promptly notify depositors of its inability
to furnish samples, and the reasons why.

(b) A depository seeking status under paragraph
(8)(2) of this section must direct a communication to the
Commissioner which shall:

(1) Indicate the name and address of the deposi-
tory to which the communication relates;

(2) Contain detailed information as to the capac-
ity of the depository to comply with the requirements of
paragraph (a)(2) of this section, including information on
its legal status, scientific standing, staff, and facilities;

(3) Indicate that the depository intends to be
available, for the purposes of deposit, to any depositor
under these same conditions;

(4) Where the depository intends to accept for
deposit only certain kinds of biological material, specify
such kinds;

(5) Indicate the amount of any fees that the
depository will, upon acquiring the status of suitable depos-
itory under paragraph (a)(2) of this section, charge for stor-
age, viahility statements and furnishings of samples of the
deposit.

(c) A depository having status under paragraph
(8)(2) of this section limited to certain kinds of biological
material may extend such status to additional kinds of bio-
logical material by directing a communication to the Com-
missioner in accordance with paragraph (b) of this section.
If a previous communication under paragraph (b) of this
section is of record, items in common with the previous
communication may be incorporated by reference.

(d) Once a depository is recognized to be suitable
by the Commissioner or has defaulted or discontinued its
performance under this section, notice thereof will be pub-
lished in the Official Gazette of the Patent and Trademark
Office.

[Added, 54 FR 34881, Aug. 22, 1989, effective Jan. 1,
1990]

§ 1.804 Timeof makingan original deposit.

(8 Whenever a biological material is specificaly
identified in an application for patent as filed, an original
deposit thereof may be made at any time before filing the
application for patent or, subject to § 1.809, during pen-
dency of the application for patent.
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(b) When the origina deposit is made after the
effective filing date of an application for patent, the appli-
cant must promptly submit a statement from a person in a
position to corroborate the fact, stating that the biologica
material which is deposited is a biological materia specifi-
caly identified in the application as filed.

[Added, 54 FR 34881, Aug. 22, 1989, effective Jan. 1,
1990; para. (b) revised, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

§ 1.805 Replacement or supplement of deposit.

(& A depositor, after receiving notice during the
pendency of an application for patent, application for reis-
sue patent or reexamination proceeding, that the depository
possessing a deposit either cannot furnish samples thereof
or can furnish samples thereof but the deposit has become
contaminated or has lost its capability to function as
described in the specification, shall notify the Office in
writing, in each application for patent or patent affected. In
such a case, or where the Office otherwise learns, during
the pendency of an application for patent, application for
reissue patent or reexamination proceeding, that the deposi-
tory possessing a deposit either cannot furnish samples
thereof or can furnish samples thereof but the deposit has
become contaminated or has lost its capability to function
as described in the specification, the need for making a
replacement or supplemental deposit will be governed by
the same considerationsgoverning the need for making an
original deposit under the provisions set forth in § 1.802(b).
A replacement or supplemental deposit made during the
pendency of an application for patent shall not be accepted
unless it meets the requirements for making an origina
deposit under these regulations, including the requirement
set forth under 8 1.804(b). A replacement or supplemental
deposit made in connection with a patent, whether or not
made during the pendency of an application for reissue
patent or a reexamination proceeding or both, shall not be
accepted unless a certificate of correction under § 1.323 is
requested by the patent owner which meets the terms of
paragraphs (b) and (c) of this section.

(b) A request for certificate of correction under this
section shall not be granted unless the certificate identifies:

(1) The accession number for the replacement or
supplementa deposit;

(2) Thedate of the deposit; and
(3) Thename and address of the depository.

(c) A request for a certificate of correction under
this section shall not be granted unless the request is made
promptly after the replacement or supplementa deposit has
been made and the request:
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(1) Includes a statement of the reason for making
the replacement or supplemental deposit;

(2) Includes a statement from a person in a posi-
tion to corroborate the fact, and stating that the replacement
or supplementa deposit is of abiological material which is
identical to that originally deposited;

(3) Includes a showing that the patent owner
acted diligently --

(i) In the case of a replacement deposit, in
making the deposit after receiving notice that samples
could no longer be furnished from an earlier deposit; or

(i) In the case of a supplemental deposit, in
making the deposit after receiving notice that the earlier
deposit had become contaminated or had lost its capability
to function as described in the specification;

(4 Includes a statement that the term of the
replacement or supplemental deposit expires no earlier than
the term of the deposit being replaced or supplemented; and

(5) Otherwise establishes compliance with these
regulations.

(d) A depositor's failure to replace a deposit, or in
the case of a patent, to diligently replace a deposit and
promptly thereafter request a certificate of correction which
meets the terms of paragraphs (b) and (c) of this section,
after being notified that the depository possessing the
deposit cannot furnish samples thereof, shall cause the
application or patent involved to be treated in any Office
proceeding as if no deposit were made.

(e In the event a deposit is replaced according to
these regulations, the Office will apply a rebuttable pre-
sumption of identity between the origina and the replace-
ment deposit where a patent making reference to the
deposit is relied upon during any Office proceeding.

(f) A replacement or supplemental deposit made
during the pendency of an application for patent may be
made for any reason.

(9) In no case is a replacement or supplemental
deposit of a biological material necessary where the biolog-
ica material, in accordance with § 1.802(b), need not be
deposited.

(h)  No replacement deposit of a biological material
is necessary where a depository can furnish samples thereof
but the depository for national security, health or environ-
mental safety reasons is unable to provide samples to
requesters outside of the jurisdiction where the depository
is located.

(i)  The Office will not recognize in any Office pro-
ceeding a replacement deposit of a biological material
made by a patent owner where the depository could furnish
samples of the deposit being replaced.
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[Added, 54 FR 34881, Aug. 22, 1989, effective Jan. 1,
1990; para. (c) revised, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

§ 1.806 Term of deposit.

A deposit made before or during pendency of an applica-
tion for patent shall be made for aterm of at least thirty (30)
yearsand at least five (5) years after the most recent request
for the furnishing of a sample of the deposit was received
by the depository. In any case, samples must be stored
under agreements that would make them available beyond
the enforceable life of the patent for which the deposit was
made.

[Added, 54 FR 34882, Aug. 22, 1989, effective Jan. 1,
1990]

§ 1.807 Viability of deposit.

(8 A deposit of biologica material that is capable
of self-replication either directly or indirectly must be via-
ble at the time of deposit and during the term of deposit.
Viability may be tested by the depository. The test must
conclude only that the deposited material is capable of
reproduction. No evidenceis necessarily required regarding
the ability of the deposited materid to perform any function
described in the patent application.

(b) A viability statement for each deposit of a bio-
logical material defined in paragraph (a) of this section not
made under the Budapest Treaty on the International Rec-
ognition of the Deposit of Microorganisms for the Purposes
of Patent Procedure must be filed in the application and
must contain:

(1) Thename and address of the depository;

(2) Thename and address of the depositor;

(3) Thedate of deposit;

(4) The identity of the deposit and the accession
number given by the depository;

(5) Thedate of the viability test;

(6) The procedures used to obtain a sample if the
test is not done by the depository; and

(7) A statement that the deposit is capable of
reproduction.

(c) If aviability test indicates that the deposit is not
viable upon receipt, or the examiner cannot, for scientific
or other valid reasons, accept the statement of viability
received from the applicant, the examiner shall proceed as
if no deposit has been made. The examiner will accept the
conclusion set forth in a viability statement issued by a
depository recognized under § 1.803(a).

[Added, 54 FR 34882, Aug. 22, 1989, effective Jan. 1,
1990]
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§ 1.808 Furnishing of samples.

(8 A deposit must be made under conditions that
assure that:

(1) Accessto the deposit will be available during
pendency of the patent application making reference to the
deposit to one determined by the Commissioner to be enti-
tled thereto under § 1.14 and 35 U.S.C. 122, and

(2) Subject to paragraph (b) of this section, al
restrictions imposed by the depositor on the availability to
the public of the deposited material will be irrevocably
removed upon the granting of the patent.

(b) The depositor may contract with the depository
to require that samples of a deposited biological material
shall be furnished only if areguest for a sample, during the
term of the patent:

(1) Isinwriting or other tangible form and dated;

(2) Containsthe name and address of the request-
ing party and the accession number of the deposit; and

(3) Iscommunicated in writing by the depository
to the depositor along with the date on which the sample
was furnished and the name and address of the party to
whom the sample was furnished.

()  Upon request made to the Office, the Office will
certify whether a deposit has been stated to have been made
under conditions which make it available to the public as of
the issue date of the patent grant provided the request con-
tains:

(1) Thename and address of the depository;

(2) Theaccession number given to the deposit;

(3) The patent number and issue date of the
patent referring to the deposit; and

(4) Thename and address of the requesting party.

[Added, 54 FR 34882, Aug. 22, 1989, effective Jan. 1,
1990]

§ 1.809 Examination procedures.

(8 The examiner shal determine pursuant to
§1.104 in each application for patent, application for reis-
sue patent or reexamination proceeding if a deposit is
needed, and if needed, if a deposit actually made is accept-
able for patent purposes. If a deposit is needed and has not
been made or replaced or supplemented in accordance with
these regulations, the examiner, where appropriate, shall
reject the affected claims under the appropriate provision of
35 U.S.C. 112, explaining why a deposit is needed and/or
why a deposit actually made cannot be accepted.

(b) The applicant for patent or patent owner
shall respond to a rejection under paragraph (@) of this sec-
tion by --

(1) Inthe case of an applicant for patent, making
an acceptable original or replacement or supplemental
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deposit or assuring the Office in writing that an acceptable
deposit will be made on or before the date of payment of
the issue fee, or, in the case of a patent owner, requesting a
certificate of correction of the patent which meets the terms
of paragraphs (b) and (c) of § 1.805, or

(2) Arguing why a deposit is not needed under
the circumstances of the application or patent considered
and/or why a deposit actually made should be accepted.
Other replies to the examiner's action shall be considered
nonresponsive. The rejection will be repeated until either
paragraph (b)(1) of this section is satisfied or the examiner
is convinced that a deposit is not needed.

(c) If anapplication for patent is otherwisein condi-
tion for alowance except for a needed deposit and the
Office has received a written assurance that an acceptable
deposit will be made on or before payment of the issue fee,
the Office will mail to the applicant a Notice of Allowance
and Issue Fee Due together with a requirement that the
needed deposit be made within three months. The period
for satisfying this requirement is extendable under § 1.136.
Failure to make the needed deposit in accordance with this
requirement will result in abandonment of the application
for failure to prosecute.

(d)  For each deposit made pursuant to these regula-
tions, the specification shall contain:

(1) Theaccession number for the deposit;

(2) Thedate of the deposit;

(3 A description of the deposited biologica
material sufficient to specifically identify it and to permit
examination; and

(4 Thename and address of the depository.

[Added, 54 FR 34882, Aug. 22, 1989, effective Jan. 1,
1990]

APPLICATION DISCLOSURES CONTAINING
NUCLEOTIDE AND/OR AMINO ACID
SEQUENCES

§ 1.821 Nucleotide and/or amino acid sequence dis-
closuresin patent applications.

(& Nucleotide and/or amino acid sequences as used
in 88 1.821 through 1.825 are interpreted to mean an
unbranched sequence of four or more amino acids or an
unbranched sequence of ten or more nucleotides. Branched
sequences are specifically excluded from this definition.
Seguences with fewer than four specifically defined nucle-
otides or amino acids are specifically excluded from this
section. “Specifically defined” means those amino acids
other than “Xaa’ and those nucleotide bases other than “n”
defined in accordance with the World Intellectual Property
Organization (WIPO) Handbook on Industrial Property
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Information and Documentation, Standard ST.25: Standard
for the Presentation of Nucleotide and Amino Acid
Seguence Listings in Patent Applications (1998), including
Tables 1 through 6 in Appendix 2, herein incorporated by
reference. (Hereinafter “WIPOStandard ST.25 (1998)").
Thisincorporation by reference was approved by the Direc-
tor of the Federal Register in accordance with 5 U.S.C.
552(a) and 1 CFR part 51. Copies of WIPO Standard ST.25
(1998) may be obtained from the World Intellectual Prop-
erty Organization; 34 chemin des Colombettes; 1211
Geneva 20 Switzerland. Copies of ST.25 may be inspected
at the Patent Search Room; Crystal Plaza 3, Lobby Level;
2021 South Clark Place; Arlington, VA 22202. Copies may
also be inspected at the Office of the Federal Register, 800
North Capitol Street, NW, Suite 700, Washington, DC.
Nucleotides and amino acids are further defined as follows:

(1) Nucleotides: Nucleotides are intended to
embrace only those nucleotides that can be represented
using the symbols set forth in WIPO Standard ST.25
(1998), Appendix 2, Table 1. Modifications, e.g., methy-
lated bases, may be described as set forth in WIPO Stan-
dard ST.25 (1998), Appendix 2, Table 2, but shall not be
shown explicitly in the nucleotide sequence.

(2) Amino acids: Amino acids are those L-amino
acids commonly found in naturally occurring proteins and
are listed in WIPO Standard ST.25 (1998), Appendix 2,
Table 3. Those amino acid sequences containing D-amino
acids are not intended to be embraced by this definition.
Any amino acid sequence that contains post-translationally
modified amino acids may be described as the amino acid
sequence that is initialy translated using the symbols
shown in WIPO Standard ST.25 (1998), Appendix 2, Table
3 with the modified positions; e.g., hydroxylations or glyc-
osylations, being described as set forth in WIPO Standard
ST.25 (1998), Appendix 2, Table 4, but these modifications
shall not be shown explicitly in the amino acid sequence.
Any peptide or protein that can be expressed as a sequence
using the symbolsin WIPO Standard ST.25 (1998), Appen-
dix 2, Table 3 in conjunction with a description in the Fea-
ture sectionto describe, for example, modified linkages,
cross links and end caps, non-peptidyl bonds, etc., is
embraced by this definition.

(b)  Patent applications which contain disclosures
of nucleotide and/or amino acid sequences, in accordance
with the definition in paragraph (a) of this section, shall,
with regard to the manner in which the nucleotide and/or
amino acid sequences are presented and described, conform
exclusively to the requirements of 88 1.821 through 1.825.

(c) Patent applications which contain disclosures
of nucleotide and/or amino acid sequences must contain, as
aseparate part of the disclosure, a paper copy disclosing the
nucleotide and/or amino acid sequences and associated
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information using the symbols and format in accordance
with the requirements of 88 1.822 and 1.823. This paper
copy is hereinafter referred to as the “Sequence Listing.”
Each sequence disclosed must appear separately in the
“Sequence Listing.” Each sequence set forth in the
“Sequence Listing” shall be assigned a separate sequence
identifier. The sequence identifiers shall begin with 1 and
increase sequentially by integers. If no sequence is present
for a sequence identifier, the code “000” shall be used in
place of the sequence. The response for the numeric identi-
fier <160> shall include thetotal number of SEQ ID NOs,
whether followed by a sequence or by the code “000.”

(d)  Where the description or claims of a patent
application discuss a sequence that is set forth in the
“Sequence Listing” in accordance with paragraph (c) of
this section, reference must be made to the sequence by use
of the sequence identifier, preceded by “SEQ ID NO:” in
the text of the description or claims, even if the sequence is
also embedded in the text of the description or claims of the
patent application.

(e) A copy of the “Sequence Listing” referred to
in paragraph (c) of this section must aso be submitted in
computer readable form in accordance with the require-
ments of § 1.824. The computer readable form is a copy of
the “ Sequence Listing” and will not necessarily be retained
as apart of the patent application file. If the computer read-
able form of a new application is to be identical with the
computer readable form of another application of the appli-
cant on file in the Patent and Trademark Office, reference
may be made to the other application and computer read-
able form in lieu of filing a duplicate computer readable
form in the new application if the computer readable form
in the other application was compliant with al of the
requirements of these rules. The new application shall be
accompanied by aletter making such reference to the other
application and computer readabl e form, both ofwhich shall
be completely identified. In the new application, applicant
must also request the use of the compliant computer read-
able “Sequence Listing” that is already on file for the other
application and must state that the paper copy of the
“Seguence Listing” in the new application is identical to
the computer readable copy filed for the other application.

(f) In addition to the paper copy required by
paragraph (c) of this section and the computer readable
form required by paragraph (e) of this section, a statement
that the content of the paper and computer readable copies
are the same must be submitted with the computer readable
form, eg., a statement that “the information recorded in
computer readable form isidentical to the written sequence
listing.”

(9) If any of the requirements of paragraphs (b)
through (f) of this section are not satisfied at the time of fil-
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ing under 35 U.S.C. 111(a) or at the time of entering the
national stage under 35 U.S.C. 371, applicant will be noti-
fied and given a period of time within which to comply
with such requirementsin order to prevent abandonment of
the application. Any submission in reply to a requirement
under this paragraph must be accompanied by a statement
that the submission includes no new matter.

(h) If any of the requirements of paragraphs (b)
through (f) of this section are not satisfied at the time of fil-
ing an international application under the Patent Coopera-
tion Treaty (PCT), which application is to be searched by
the United States International Searching Authority or
examined by the United States International Preliminary
Examining Authority, applicant will be sent a notice neces-
sitating compliance with the requirements within a pre-
scribed time period. Any submission in reply to a
requirement under this paragraph must be accompanied by
a statement that the submission does not include matter
which goes beyond the disclosure in the international appli-
cation as filed. If applicant falls to timely provide the
required computer readable form, the United States Interna-
tional Searching Authority shall search only to the extent
that a meaningful search can be performed without the
computer readable form and the United States I nternational
PreliminaryExamining Authority shall examine only to the
extent that a meaningful examination can be performed
without the computer readable form.

[Added, 55 FR 18230, May 1, 1990, effective Oct. 1,
1990; para. (h) amended, 58 FR 9335, Jan. 14, 1993, effec-
tive May 1, 1993; revised, 63 FR 29620, June 1, 1998,
effective July 1, 1998]

§ 1.822 Symbolsand format to be used for nucleotide
and/or amino acid sequence data.

(8 The symbols and format to be used for nucle-
otide and/or amino acid sequence data shall conform to the
requirements of paragraphs (b) through (€) of this section.

(b)  The code for representing the nucleotide and/or
amino acid sequence characters shall conform to the code
set forth in the tables in WIPO Standard ST.25 (1998),
Appendix 2, Tables 1 and 3. This incorporation by refer-
ence was approved by the Director of the Federal Register
in accordance with 5 U.S.C. 552(a) and 1 CFR part 51.
Copies of ST.25 may be obtained from the World Intellec-
tua Property Organization; 34 chemin des Colombettes;
1211 Geneva 20 Switzerland. Copies of ST.25 may be
inspected at the Patent Search Room; Crystal Plaza 3,
Lobby Level; 2021 South Clark Place; Arlington, VA
22202. Copies may aso be inspected at the Office of the
Federal Register, 800 North Capitol Street, NW, Suite 700,
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Washington, DC. No code other than that specified in these
sections shall be used in nucleotide and amino acid
sequences. A modified base or modified or unusua amino
acid may be presented in a given sequence as the corre-
spondingunmodified base or amino acid if the modified
base or modified or unusual amino acid is one of those
listed in WIPO Standard ST.25 (1998), Appendix 2, Tables
2 and 4, and the modification is a so set forth in the Feature
section. Otherwise, each occurrence of abase or amino acid
not appearing in WIPO Standard ST.25 (1998), Appendix
2, Tables 1 and 3, shall be listed in a given sequence as “n”
or “Xaa,"” respectively, with further information, as appro-
priate, given in the Feature section, preferably by including
one or more feature keys listed in WIPO Standard ST.25
(1998), Appendix 2, Tables 5 and 6.

(c) Format representation of nucleotides. (1) A
nucleotide sequence shall be listed using the lower-case | et-
ter for representing the one-letter code for the nucleoctide
bases set forth in WIPO Standard ST.25 (1998), Appendix
2, Table 1.

(2) The basesin anucleotide sequence (including
introns) shall be listed in groups of 10 bases except in the
coding parts of the sequence. L eftover bases, fewer than 10
in number, at the end of noncoding parts of a sequence shall
be grouped together and separated from adjacent groups of
10 or 3 bases by a space.

(3) The bases in the coding parts of a nucleotide
sequence shall be listed as triplets (codons). The amino
acids corresponding to the codons in the coding parts of a
nucleotide sequence shall be typed immediately below the
corresponding codons. Where a codon spans an intron, the
amino acid symbolshall be typed below the portion of the
codon containing two nucleotides.

(4 A nucleotide sequence shall be listed with a
maximum of 16 codons or 60 bases per line, with a space
provided between each codon or group of 10 bases.

(5 A nucleotide sequence shall be presented,
only by asingle strand, in the 5 to 3 direction, from left to
right.

(6) The enumeration of nuclectide bases shall
start at the first base of the sequence with number 1. The
enumeration shall be continuous through the whole
sequence in the direction 5 to 3. The enumeration shall be
marked in the right margin, next to the line containing the
one-letter codes for the bases, and giving the number of the
last base of that line.

(7)  For those nucleotide sequences that are circu-
lar in configuration, the enumeration method set forth in
paragraph (c)(6) of this section remains applicable with the
exception that the designation of the first base of the nucle-
otide sequence may be made at the option of the applicant.
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(d) Representation of amino acids. (1) The amino
acids in a protein or peptide sequence shall be listed using
the three-letter abbreviation with the first letter as an upper
case character, asin WIPO Standard ST.25 (1998), Appen-
dix 2, Table 3.

(2) A protein or peptide sequence shall be listed
with a maximum of 16 amino acids per line, with a space
provided between each amino acid.

(3) Anamino acid sequence shall be presented in
the amino to carboxy direction, from left to right, and the
amino and carboxy groups shall not be presented in the
sequence.

(4) The enumeration of amino acids may start at
the first amino acid of the first mature protein, with the
number 1. When presented, the amino acids preceding the
mature protein, e.g., pre-sequences, pro-sequences, pre-
pro-sequences and signal sequences, shall have negative
numbers, counting backwards starting with the amino acid
next to number 1. Otherwise, the enumeration of amino
acids shall start at the first amino acid at the amino terminal
as number 1. It shall be marked below the sequence every 5
amino acids. The enumeration method for amino acid
sequences that is set forth in this section remains applicable
for amino acid sequences that are circular in configuration,
with the exception that the designation of the first amino
acid of the sequence may be made at the option of the
applicant.

(5 Anamino acid sequence that contains interna
terminator symbols (e.g., “Ter”, “*”, or “.”, etc.) may not
be represented as a single amino acid sequence, but shall be
presented as separate amino acid sequences.

(e) A sequencewith agap or gaps shall be presented
as aplurality of separate sequences, with separate sequence
identifiers, with the number of separate sequences being
equal in number to the number of continuous strings of
sequence data. A sequence that is made up of one or more
noncontiguous segments of a larger sequence or segments

MANUAL OF PATENT EXAMINING PROCEDURE

from different sequences shall be presented as a separate
sequence.

[Added, 55 FR 18230, May 1, 1990, effective Oct. 1,
1990; revised, 63 FR 29620, June 1, 1998, effective, July 1,
1998]

§ 1.823 Requirements for nucleotide and/or amino
acid sequences as part of the application
papers.

(8 The “Sequence Listing” required by § 1.821(c),
setting forth the nucleotide and/or amino acid sequences
and associated information in accordance with paragraph
(b) of this section, must begin on a new page and must be
titted “Sequence Listing”. The “Seguence Listing”
preferably should be numbered independently of the num-
bering of the remainder of the application. Each page of the
“Sequence Listing” should contain no more than 66 lines
and each line should contain no more than 72 characters. A
fixed-width font should be used exclusively throughout the
“Seguence Listing.”

(b) The “Sequence Listing” shall, except as other-
wise indicated, include the actual nucleotide and/or amino
acid sequence, the numeric identifiers and their accompa-
nying information as shown in the following table. The
numeric identifier shall be used only in the “ Sequence List-
ing.” The order and presentation of the items of information
in the “ Sequence Listing” shall conform to the arrangement
given below. Each item of information shall begin on anew
line and shall begin with the numeric identifier enclosed in
angle brackets as shown. The submission of those items of
information designated with an “M” is mandatory. The sub-
mission of those items of information designated with an
“O" is optional. Numeric identifiers <110> through <170>
shall only be set forth at the beginning of the “Seguence
Listing.” The following table illustrates the numeric identi-
fiers.

Num.eﬂc Definition Comments and format Mandatory (M) or Optional (O)

Identifier

<110> Applicant........cccceveeene. Preferably max. of 10 names; one M.
name per line; preferable format: Sur-
name, Other Names and/or Initials.

<120> Title Of INVENtION....c.c. | coeeie e M.

<130> File Reference............... Personal filereference..........ccccoeueneee M when filed prior to assignment or

appl. number

Rev. 1, Feb. 2000
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Ing::i?:gr Definition Comments and format Mandatory (M) or Optional (O)
<140> Current Application Specify as: US 07/999,999 or PCT/ M, if available.
Number. US96/99999.
<141> Current Filing Date....... Specify as: yyyy-mm-dd.........c.cceeuenee M, if available.
<150> Prior Application Num- | Specify as: US 07/999,999 or PCT/ M, if applicable include priority docu-
ber. US96/99999. ments under 35 USC 119 and 120
<151> Prior ApplicationFiling | Specify as: yyyy-mm-dd ..................... M, if applicable
Date.
<160> Number of SEQ ID Count includes total number of SEQ M.
NOs. ID NOS....coiiitie et
<170> Software........ccoeeevvenene. Name of software used to create the O.
Sequence Listing.
<210> SEQ ID NO#........c...... Response shall be an integer repre- M.
senting the SEQ ID NO shown.
<211> Length.......coevveerneennn Respond with an integer expressing M.
the number of bases or amino acid res-
idues.
<212> TYPE..ociiieriienee s Whether presented sequence molecule | M.
isDNA, RNA, or PRT (protein). If a
nucleotide sequence contains both
DNA and RNA fragments, the type
shall be “DNA.” In addition, the com-
bined DNA/ RNA molecule shall be
further described in the <220> to
<223> feature section.
<213> OrganisM........ccoevevennes Scientific name, i.e. Genus/ species, M.
Unknown or Artificial Sequence. In
addition, the “Unknown” or “Artifi-
cial Sequence” organisms shall be fur-
ther described in the <220> to <223>
feature section.
<220> Feature........ccccvevvvneen. Leave blank after <220>. <221-223> | M, under the following conditions: if
provide for a description of points of “n,” “Xaa,” or amodified or unusual
biologica significance in the L-amino acid or modified base was
sequence.. used in asequence; if ORGANISM is
“Artificial Sequence’ or “Unknown”;
if moleculeis combined DNA/RNA.
<221> Name/Key........ccovreneene Provide appropriate identifier for fea= | M, under the following conditions: if

ture, preferably from WIPO Standard
ST.25 (1998), Appendix 2, Tables 5
and 6.

n,” “Xaa,” or amodified or unusual
L-amino acid or modified base was
used in a sequence.

R-149
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N umeric Definition Comments and format Mandatory (M) or Optional (O)
Identifier
Numeric Definition Comments and format Mandatory (M) or Optional (O)
Identifier
<222> Location........coeeneeuenas Specify location within sequence; M, under the following conditions: if
where appropriate state number of “n,” “Xaa,” or amodified or unusual
first and last bases/amino acidsin fea- | L-amino acid or modified base was
ture. used in a sequence.
<223> Other Information......... Other relevant information; four lines | M, under the following conditions: if
MAXTMUM..c.eoniieieeeeee e “n,” “Xaa,” or amodified or unusual
L-amino acid or modified base was
used in asequence; if ORGANISM is
“Artificial Sequence” or “Unknown”;
if moleculeis combined DNA/RNA.
<300> Publication Information | Leave blank after <300> O.
<301> AULhOrS.....c.cveeiieiies Preferably max of ten named authors | O.
of publication; specify one name per
line; preferable format: Surname,
Other Names and/or Initials.
<302> L TSP 0.
<303> JOUMN@L. .o eceiereies | et 0.
<304> VOIUME .ot eirireeeies | et 0.
<305> [SSUE ... | e e s O.
<306> PagES ..o | e O.
<307> Date.............. Journal date on which data published; | O.
specify asyyyy- mm-dd, MMM-yyyy
or Season- yyyy.
<308> Database Accession Accession number assigned by data- O.
Number. base including database name.
<309> Database Entry Date of entry in database; specify as O.
Date........ yyyy-mm-dd or MMM-yyyy.
<310> Patent Document Num- | Document number; for patent- type O.
ber. citations only. Specify as, for exam-
ple, US 07/ 999,999.
<311> Patent Filing Document filing date, for patent-type | O.
Date.............. citations only; specify asyyyy-mm-
dd.
<312> Publication Document publication date, for 0.
Date.......cc.c.... patent-type citations only; specify as
yyyy-mm-dd.
Rev. 1, Feb. 2000 R-150
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Numeric I .
| dentifier Definition Comments and format Mandatory (M) or Optional (O)
<313> Relevant Resi- FROM (position) TO (position)........... O.
dues............
<400> SequUENCe........coevvereennes SEQ ID NO should follow the M.
numeric identifier and should appear
on the line preceding the actual
sequence.

[Added, 55 FR 18230, May 1, 1990, effective Oct. 1,
1990; revised, 63 FR 29620, June 1, 1998, effective July 1,
1998]

§ 1.824 Form and format for nucleotide and/or
amino acid sequence submissions in com-
puter readable form.

(8 The computer readable form required by
§ 1.821(e) shall meet the following specifications:

(1) The computer readable form shall contain a
single “ Sequence Listing” as either a diskette, series of dis-
kettes, or other permissible media outlined in paragraph (c)
of this section.

(2) The“SequenceListing” in paragraph (a) (1) of
this section shall be submitted in American Standard Code
for Information Interchange (A SCII) text. No other formats
shall be allowed.

(3) The computer readable form may be created
by any means, such as word processors, nucleotide/amino
acid sequence editors or other custom computer programs,
however, it shall conform to all specifications detailed in
this section.

(4) File compression is acceptable when using
diskette media, so long as the compressed file is in a self-
extracting format that will decompress on one of the sys-
tems described in paragraph (b) of this section.

(5) Page numbering shall not appear within the
computer readable form version of the “ Sequence Listing”
file.

(6) All computer readable forms shal have a
label permanently affixed thereto on which has been hand-
printed or typed: the name of the applicant, the title of the
invention, the date on which the data were recorded on the
computer readable form, the operating system used, arefer-
ence number, and an application seriad number and filing
date, if known.

(b) Computer readable form submissions must meet
these format requirements:

(1) Computer: IBM PC/XT/AT, or compatibles,
or Apple Macintosh;
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(2) Operating System: MS-DOS, Unix or Macin-
tosh;

(3) Line Terminator: ASCII Carriage Return plus
ASCII Line Feed,;

(4) Pagination: Continuous file (no “hard page
break” codes permitted);

(c) Computer readable form files submitted may be
in any of the following media:

(1) Diskette: 3.50 inch, 1.44 Mb storege; 3.50
inch, 720 Kb storage; 5.25 inch, 1.2 Mb storage; 5.25 inch,
360 Kb storage.

(2) Magnetic tape: 0.5 inch, up to 24000 feet;
Density: 1600 or 6250 bits per inch, 9 track; Format: Unix
tar command; specify blocking factor (not “block size”);
Line Terminator: ASCII Carriage Return plus ASCII Line
Feed.

(3) 8mm Data Cartridge: Format: Unix tar com-
mand; specify blocking factor (not “block size”); Line Ter-
minator: ASCII Carriage Return plus ASCII Line Feed.

(49 CD-ROM: Format: 1SO 9660 or High Sierra
Format

(5) Magneto Optical Disk: Size/Storage Specifi-
cations: 5.25 inch, 640 Mb.

(d) Computer readable forms that are submitted to
the Office will not be returned to the applicant.

[Added, 55 FR 18230, May 1, 1990, effective Oct. 1,
1990; revised, 63 FR 29620, June 1, 1998, effective July 1,
1998]

§ 1.825 Amendments to or replacement of sequence
listing and computer readable copy thereof .

(& Any amendment to the paper copy of the
“Sequence Listing” (8§ 1.821(c)) must be made by the sub-
mission of substitute sheets. Amendments must be accom-
panied by a statement that indicates support for the
amendment in the application, asfiled, and a statement that
the substitute sheets include no new matter.

(b) Any amendment to the paper copy of the
“Sequence Listing,” in accordance with paragraph (a) of
this section, must be accompanied by a substitute copy of
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the computer readable form (§ 1.821(e)) including al pre-
viously submitted data with the amendment incorporated
therein, accompanied by a statement that the copy in com-
puter readable form is the same as the substitute copy of the
“Seguence Listing.”

(c) Any appropriate amendments to the “Seguence
Listing” in a patent; e.g., by reason of reissue or certificate
of correction, must comply with the requirements of para-
graphs (a) and (b) of this section.

(d) If, upon receipt, the computer readable form is
found to be damaged or unreadable, applicant must pro-

Rev. 1, Feb. 2000
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vide, within such time as set by the Commissioner, a substi-
tute copy of the data in computer readable form
accompanied by a statement that the substitute data is iden-
tical to that originaly filed.

[Added 55 FR 18230, May 1, 1990, effective Oct. 1,
1990; revised, 63 FR 29620, June 1, 1998, effective July 1,
1998]
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<110>

<120>

<130>

<140>

<141>

<150>
<151>

<160>

<170>

<210>
<211>
<212>
<213>

<220>
<221>
<222>

<300>
<301>
<302>
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APPENDIX A TO SUBPART G TO PART 1 —

SAMPLE SEQUENCE LISTING

John
Jane

Smith ‘
Smith,

Example of a Sequence Listing
01-00001

us 08/999,999

1998-02-28

EP 91000000
1997-12-31

2
PatentIn ver. 2.0

1

403

DNA

Paramecium aurelia

Cbhs
341..394

Doe, Richard
Isolation and Characterization
Protease from Paramecium sp.

<303> Journal of Fictional Genes
<304> 1

<305> 4

<306> 1 - 7

<307> 1988-06-20

<400> 1

ctactctact ctactctcat ctactatctt
ctcttgagtc ctggagatct ctectctcac
ctgactgact ctgagatagt cgagccegta
cgcgtgcgeg cagagegecyg — cgccggtgeg
ctttegegge ageggeggeg  ctttecggeg
cttctecttec ctceccectcttca ctagagaggt

of a Gene Encoding a

ctttggatct
atgtgatcgt
cgagaccegt
cgcgcgagtg
cgcgececegte

ctatatatac
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ctgagtctgce
cgagactgac
cgagggtgac
cgcggtggge

cgcccctaga

ctgagtggta
cgatagatcg
agagagtggg
cgcgcgaggyg

cctgagaggt

atg gtt tca atg tte

Met Val Ser Met Phe

1

5

Appendix A

60

120
180
240
300

355
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agc ttg tct ttc aaa tgg cct gga ttt tgt ttg ttt gtt tgtttgcete 403
Ser Leu Ser Phe Lys Trp Pro Gly Phe Cys Leu Phe Val
10 15

<210> 2

<211> 18

<212> PRT

<213> Paramecium aurelia

<400> 2

Met Val Ser Met Phe Ser Leu Ser Phe Lys Trp Pro Gly Phe Cys Leu
1 5 10 15

Phe Vval
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PART 3— ASSIGNMENT, RECORDING
AND RIGHTS OF ASSIGNEE

Sec.
3.1 Definitions.

DOCUMENTS ELIGIBLE FOR RECORDING
3.11 Documents which will be recorded.

3.16 Assignability of trademarks prior to filing an alegation
of use.

REQUIREMENTS FOR RECORDING

3.21 Identification of patents and patent applications.

3.24  Reguirements for documents and cover sheets relating to
patents and patent applications.

3.25 Recording requirements for trademark applications and
registrations.

3.26  English language requirement.

3.27 Mailing address for submitting documentsto be recorded.

3.28 Requestsfor recording.

COVER SHEET REQUIREMENTS

3.31 Cover sheet content.
3.34 Correction of cover sheet errors.

FEES
341 Recording fees.
DATE AND EFFECT OF RECORDING

351 Recording date.

3.54  Effect of recording.

3.56 Conditional assignments.
358 Governmental registers.

DOMESTIC REPRESENTATIVE
3.61 Domestic representative.
ACTION TAKEN BY ASSIGNEE

3.71  Prosecution by assignee.
3.73  Establishing right of assignee to take action.
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§3.11
ISSUANCE TO ASSIGNEE

3.81 Issueof patent to assignee.
3.85 Issueof registration to assignee.
§ 3.1 Definitions.

For purposes of this part, the following definitions shall
apply:

Application means a nationa application for patent, an
international application that designates the United States
of America, or an application to register atrademark unless
otherwise indicated.

Assighment means a transfer by a party of all or part of
its right, title and interest in a patent or patent application,
or atransfer of its entire right, title and interest in aregis-
tered mark or a mark for which an application to register
has been filed.

Document means a document which a party requests to
be recorded in the Office pursuant to § 3.11 and which
affects some interest in an application, patent, or registra-
tion.

Office means the Patent and Trademark Office.

Recorded document means a document which has been
recorded in the Office pursuant to § 3.11.

Registration means a trademark registration issued by
the Office.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992]

DOCUMENTSELIGIBLE FOR RECORDING

§ 3.1 Documentswhich will be recorded.

(8 Assignments of applications, patents, and regis-
trations, accompanied by completed cover sheets as speci-
fied in 88 3.28 and 3.31, will be recorded in the Office.
Other documents, accompanied by completed cover sheets
as specified in 88 3.28 and 3.31, affecting title to applica-
tions, patents, or registrations, will be recorded as provided
in this part or at the discretion of the Commissioner.

(b)  Executive Order 9424 of February 18, 1944 (9
FR 1959, 3 CFR 1943-1948 Comp., p. 303) requires the
several departments and other executive agencies of the
Government, including Government-owned or Govern-
ment-controlled corporations, to forward promptly to the
Commissioner of Patents and Trademarks for recording all
licenses, assignments, or other interests of the Government
in or under patents or patent applications. Assignments and
other documents affecting title to patents or patent applica-
tions and documents not affecting title to patents or patent
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applications required by Executive Order 9424 to be filed
will be recorded as provided in this part.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

§ 3.16  Assignability of trademarks prior to filing an

allegation of use.

Before an allegation of use under either 15 U.S.C.
1051(c) or 15 U.S.C. 1051(d) is filed, an applicant may
only assign an application to register a mark under 15
U.S.C. 1051(b) to a successor to the applicant's business, or
portion of the business to which the mark pertains, if that
businessis ongoing and existing.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 64 FR 48900, Sept. 8, 1999, effective Oct.
30, 1999]

REQUIREMENTS FOR RECORDING

§ 3.21 Identification of patents and patent applica-

tions.

An assignment relating to a patent must identify the
patent by the patent number. An assignment relating to a
national patent application must identify the national patent
application by the application humber (consisting of the
series code and the seria number, e.g., 07/123,456). An
assignment relating to an international patent application
which designates the United States of America must iden-
tify the international application by the international appli-
cation number (e.g., PCT/US90/01234). If an assignment
of a patent application filed under § 1.53(b) is executed
concurrently with, or subsequent to, the execution of the
patent application, but before the patent application isfiled,
it must identify the patent application by its date of execu-
tion, name of each inventor, and title of the invention so
that there can be no mistake as to the patent application
intended. If an assignmentof a provisional application
under § 1.53(c) is executed before the provisiona applica-
tion isfiled, it must identify the provisional application by
name of each inventor and title of the invention so that
there can be no mistake as to the provisional application
intended.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; amended, 60 FR 20195, Apr. 25, 1995, effective June
8, 1995; revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]
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§ 324 Requirements for documents and cover
sheets relating to patents and patent applica-
tions.

The document and cover sheet must be legible. Either
the original document or a true copy of the origina docu-
ment, may be submitted for recording. Only one side of
each page shall be used. The paper used should be flexible,
strong white, non-shiny, durable, and preferably no larger
than 21.6 x 33.1 cm. (8 1/2 x 14 inches) with a 2.5 cm.
(one-inch) margin on al sides.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; heading revised, 64 FR 48900, Sept. 8, 1999, effec-
tive Oct. 30, 1999]

§ 3.25 Recordingrequirementsfor trademark appli-
cations and registrations.

(@ Documents affecting title. To record documents
affecting title to a trademark application or registration, a
legible cover sheet (see § 3.31) and one of the following
must be submitted:

(1) Theorigina document;

(2) A copy of the document;

(3) A copy of an extract from the document evi-
dencing the effect on title; or

(4) A statement signed by both the party convey-
ing the interest and the party receiving the interest explain-
ing how the conveyance affects itle.

(b) Name changes. Only a legible cover sheet is
required (See § 3.31).

(c) All documents. All documents submitted to the
Office should be on white and non-shiny paper that is no
larger than 8 1/2 x 14 inches (21.6 x 33.1 cm.) with a one-
inch (2.5 cm) margin on al sides. Only one side of each
page should be used.

[Added, 64 FR 48900, Sept. 8, 1999, effective Oct. 30,
1999]

§ 3.26  English language requirement.

The Office will accept and record non-English language
documents only if accompanied by an English translation
signed by the individual making the translation.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

§ 3.27 Mailing address for submitting documents to
berecorded.
(@ Except as provided in paragraph (b) of this sec-

tion, documents and cover sheets to be recorded should be
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addressed to the Commissioner of Patents and Trademarks,
Box Assignment, Washington, D.C. 20231, unless they are
filed together with new applications or with a petition
under § 3.81(b).

(b) A document required by Executive Order 9424
to be filed which does not affect title and is so identified in
the cover sheet (see § 3.31(c)(2)) must be addressed and
mailed to the Commissioner of Patents and Trademarks,
Box Government Interest, Washington, D.C. 20231.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

§ 3.28 Requestsfor recording.

Each document submitted to the Office for recording
must include at least one cover sheet as specified in § 3.31
referring either to those patent applications and patents, or
to those trademark applications and registrations, against
which the document is to be recorded. |f a document to be
recorded includes interests in, or transactions involving,
both patents and trademarks, separate patent and trademark
cover sheets should be submitted. Only one set of docu-
ments and cover sheets to be recorded should befiled. If a
document to be recorded is not accompanied by a com-
pleted cover sheet, the document and the incomplete cover
sheet will be returned pursuant to § 3.51 for proper comple-
tion. The document and a completed cover sheet should be
resubmitted.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 64 FR 48900, Sept. 8, 1999, effective Oct.
30, 1999]

COVER SHEET REQUIREMENTS

§ 331 Cover sheet content.
(8 Each patent or trademark cover sheet required

by § 3.28 must contain:

(1) Thename of the party conveying the interest;

(2) The name and address of the party receiving
the interest;

(3) A description of the interest conveyed or
transaction to be recorded;

(4) Identification of the interests involved:

(i)  For trademark assignments and trademark
name changes: Each trademark registration number and
each trademark application number, if known, against
which the Office is to record the document. If the trade-
mark application number is not known, a copy of the appli-
cation or a reproduction of the trademark must be
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submitted, along with an estimate of the date that the Office
received the application; or

(i)  For any other document affecting title to
a trademark or patent application, registration or patent:
Each trademark or patent application number or each trade-
mark registration number or patent against which the docu-
ment is to be recorded, or an indication that the document is
filed together with a patent application;

(5) The name and address of the party to whom
correspondence concerning the request to record the docu-
ment should be mailed;

(6) The date the document was executed;

(7)  Anindication that the assignee of atrademark
application or registration who is not domiciled in the
United States has designated a domestic representative (see
§3.61); and

(8) Thesignature of the party submitting the doc-
ument.

(b) A cover sheet should not refer to both patents
and trademarks, since any information, including informa-
tion about pending patent applications, submitted with a
request for recordation of a document against a trademark
application or trademark registration will become public
record upon recordation.

(c) Each patent cover sheet required by § 3.28 seek-
ing to record a governmental interest as provided by
§ 3.11(b) must:

() Indicate that the document is to be recorded
on the Governmental Register, and, if applicable, that the
document is to be recorded on the Secret Register (see
§3.58); and

(2) Indicate, if applicable, that the document to
be recorded is not adocument affecting title (see § 3.41(b)).

(d) Each trademark cover sheet required by 8§ 3.28
seeking to record a document against a trademark applica-
tion or registration should include, in addition to the serial
number or registration number of the trademark, identifica-
tion of the trademark or a description of the trademark,
against which the Officeis to record the document.

(e) Each patent or trademark cover sheet required
by § 3.28 should contain the number of applications, pat-
ents or registrations identified in the cover sheet and the
total fee.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; para. (c) added, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997; paras. (a)-(b) revised, paras. (d)-(e)
added, 64 FR 48900, Sept. 8, 1999, effective Oct. 30, 1999]

§ 3.34  Correction of cover sheet errors.
(& An eror in a cover sheet recorded pursuant to
§ 3.11 will be corrected only if:
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(1) Theerror is apparent when the cover sheet is
compared with the recorded document to which it pertains
and

(2) A corrected cover sheet is filed for recorda-
tion.

(b)  The corrected cover sheet must be accompanied
by the originally recorded document or a copy of the origi-
nally recorded document and by the recording fee as set
forthin § 3.41.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992]

FEES

§ 3.41 Recording fees.

(& All requests to record documents must be
accompanied by the appropriate fee. Except as provided in
paragraph (b) of this section, a fee is required for each
application, patent and registration against which the docu-
ment is recorded as identified in the cover sheet. The
recording fee is set in § 1.21(h) of this chapter for patents
and in § 2.6(b)(6) of this chapter for trademarks.

(b) No fee is required for each patent application
and patent against which a document required by Executive
Order 9424 isto befiled if:

(1) The document does not affect title and is so
identified in the cover sheet (see § 3.31(c)(2)); and

(2) The document and cover sheet are mailed to
the Office in compliance with § 3.27(b).

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997; para. (@) amended, 63 FR 48081, Sept. 9, 1998,
effective October 9, 1998; para. (a) corrected, 63 FR
52158, Sept. 10, 1998]

DATE AND EFFECT OF RECORDING

§ 3.51 Recording date.

The date of recording of a document is the date the docu-
ment meeting the requirements for recording set forth in
this part is filed in the Office. A document which does not
comply with the identification requirements of § 3.21 will
not be recorded. Documents not meeting the other require-
ments for recording, for example, a document submitted
without a completed cover sheet or without the required
fee, will be returned for correction to the sender where a
correspondence address is available. The returned papers,
stamped with the original date of receipt by the Office, will
be accompanied by a letter which will indicate that if the
returned papers are corrected and resubmitted to the Office
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within the time specified in the letter, the Office will con-
sider the original date of filing of the papers as the date of
recording of the document. The procedure set forthin § 1.8
or § 1.10 of this chapter may be used for resubmissions of
returnedpapers to have the benefit of the date of deposit in
the United States Postal Service. If the returned papers are
not corrected and resubmitted within the specified period,
the date of filing of the corrected papers will be considered
to be the date of recording of the document. The specified
period to resubmit the returned papers will not be extended.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

§ 354  Effect of recording.

The recording of a document pursuant to § 3.11 isnot a
determination by the Office of the validity of the document
or the effect that document has on the title to an application,
a patent, or a registration. When necessary, the Office will
determine what effect a document has, including whether a
party has the authority to take an action in amatter pending
before the Office.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992]

§ 356 Conditional assignments.

Assignments which are made conditiona on the perfor-
mance of certain acts or events, such as the payment of
money or other condition subsequent, if recorded in the
Office, areregarded as absol ute assignments for Office pur-
poses until cancelled with the written consent of &l parties
or by the decree of a court of competent jurisdiction. The
Office does not determine whether such conditions have
been fulfilled.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992]

8§ 358 Governmental registers.

(& The Office will maintain a Departmental Regis-
ter to record governmental interests required to be recorded
by Executive Order 9424. This Departmental Register will
not be open to public inspection but will be available for
examination and inspection by duly authorized representa-
tives of the Government. Governmental interests recorded
on the Departmental Register will be available for public
inspection as provided in § 1.12.

(b) The Office will maintain a Secret Register to
record governmental interests required to be recorded by
Executive Order 9424. Any instrument to be recorded will
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be placed on this Secret Register at the request of the
department or agency submitting the same. No information
will be given concerning any instrument in such record or
register, and no examination or inspection thereof or of the
index thereto will be permitted, except on the written
authority of the head of the department or agency which
submitted the instrument and requested secrecy, and the
approva of such authority by the Commissioner of Patents
and Trademarks. No instrument or record other than the
one specified may be examined, and the examination must
take place in the presence of a designated official of the
Patent and Trademark Office. When the department or
agency which submitted an instrument no longer requires
secrecy with respect to that instrument, it must berecorded
anew in the Departmental Register.

[Added, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

DOMESTIC REPRESENTATIVE

§ 3.61

If the assignee of a trademark application or registration
isnot domiciled in the United States, the assignee must des-
ignate, in writing to the Office, a domestic representative.
An assignee of a patent application or patent may designate
a domestic representative if the assignee is not residing in
the United States. The designation shall state the name and
address of a person residing within the United States on
whom may be served process or notice of proceedings
affecting the application, patent or registration or rights
thereunder.

Domestic representative.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992]

ACTION TAKEN BY ASSIGNEE

8§ 3.71

The assignee of record of the entire right, title and inter-
est in an application for patent is entitled to conduct the
prosecution of the patent application to the exclusion of the
named inventor or previous assignee. The assignee of areg-
istered trademark or a trademark for which an application
to register has been filed is entitled to conduct the prosecu-
tion of the trademark application or registration to the
exclusion of the original applicant or previous assignee.

Prosecution by assignee.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992]
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§ 3.73  Establishing right of assignee to take action.

(8 The inventor is presumed to be the owner of a
patent application, and any patent that may issue therefrom,
unless there is an assignment. The original applicant is pre-
sumed to be the owner of a trademark application unless
thereis an assignment.

(b)  When an assignee seeks to take action in a mat-
ter before the Office with respect to a patent application,
trademark application, patent, registration, or reexamina-
tion proceeding, the assignee must establish its ownership
of the property to the satisfaction of the Commissioner.
Ownership is established by submitting to the Office, in the
Officefile related to the matter in which action is sought to
be taken, documentary evidence of achain of title from the
original owner to the assignee (e.g., copy of an executed
assignment submitted for recording) or by specifying (e.g.,
reel and frame number) where such evidence is recorded in
the Office. The submission establishing ownership must be
signed by a party authorized to act on behdf of the
assignee. Documents submitted to establish ownership may
be required to be recorded as a condition to permitting the
assignee to take action in a matter pendingbefore the
Office.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; para. (b) revised, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

ISSUANCE TO ASSIGNEE

§ 3.81 Issueof patent to assignee.

(8 For apatent application, if an assignment of the
entire right, title, and interest is recorded before the issue
fee is pad, the patent may issue in the name of the
assignee. If the assignee holds an undivided part interest,
the patent may issue jointly to the inventor and the
assignee. At the time the issue fee is paid, the name of the
assignee must be provided if the patent is to issue solely or
jointly to that assignee.

(b) If theassignment is submitted for recording after
the date of payment of theissue fee, but prior to issuance of
the patent, the assignee may petition that the patent issue to
the assignee. Any such petition must be accompanied by
the fee set forth in 8 1.17(i) of this chapter.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992; amended, 60 FR 20195, Apr. 25, 1995, effective June
8, 1995]

§ 3.85 Issueof registration to assignee.
The certificate of registration may be issued to the
assignee of the applicant, or in anew name of the applicant,
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provided that the party files a written request in the trade-
mark application by the time the application is being pre-
pared for issuance of the certificate of registration, and the
appropriate document is recorded in the Office. If the
assignment or name change document has not been
recorded in the Office, then the written request must state
that the document has been filed for recordation. The
address of the assignee must be made of record in the appli-
cation file.

[Added, 57 FR 29634, July 6, 1992, effective Sept. 4,
1992]

PART 4 — COMPLAINTSREGARDING
INVENTION PROMOTERS

Sec.

4.1 Complaints Regarding Invention Promoters.
4.2 Définitions.

4.3 Submitting Complaints

4.4 Invention Promoter Reply.

4.5 Notice by Publication.

4.6 Attorneysand Agents.

§ 41 Complaints Regar ding Invention Promoters

These regulations govern the Patent and Trademark
Office's (Office) responsibilities under the Inventors
Rights Act of 1999, which can be found in the U.S. Code at
35 U.S.C. 297. The Act requires the Office to provide a
forum for the publication of complaints concerning inven-
tion promoters. The Office will not conduct any indepen-
dent investigation of the invention promoter. Although the
Act provides additional civil remedies for persons injured
by invention promoters, those remedies must be pursued by
the injured party without the involvement of the Office.

[Added, 65 FR 3127, Jan. 20, 2000, effective Jan. 28,
2000]

§ 4.2 Definitions.

(& Invention Promoter means any person, firm,
partnership, corporation, or other entity who offers to per-
form or performs invention promotion services for, or on
behalf of, a customer, and who holds itself out through
advertising in any mass media as providing such services,
but does not include—

(1) Any department or agency of the Federa
Government or of a State or local government;

(2)  Any nonprofit, charitable, scientific, or edu-
cationa organization qualified under applicable State law
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or described under section 170(b)(1)(A) of the Internal
Revenue Code of 1986;

(3) Any person or entity involved in the evalua
tion to determine commercial potential of, or offering to
license or sdll, a utility patent or a previously filed nonpro-
visional utility patent application;

(4 Any paty participating in a transaction
involving the sale of the stock or assets of a business; or

(5) Any party who directly engages in the busi-
ness of retail sales of products or the distribution of prod-
ucts.

(b) Customer means any individual who enters into
a contract with an invention promoter for invention promo-
tion services.

(c) Contract for Invention Promotion Services
means a contract by which an invention promoter under-
takes invention promotion services for a customer.

(d) Invention Promotion Services means the pro-
curement or attempted procurement for a customer of a
firm, corporation, or other entity to develop and market
products or services that include the invention of the cus-
tomer.

[Added, 65 FR 3127, Jan. 20, 2000, effective Jan. 28,
2000]

§ 43 Submitting Complaints

(8 A person may submit a complaint concerning an
invention promoter with the Office. A person submitting a
complaint should understand that the complaint may be for-
warded to the invention promoter and may become publicly
available. The Office will not accept any complaint that
requeststhat it be kept confidential.

(b) A complaint must be clearly marked, or other-
wise identified, as a complaint under these rules. The com-
plaint must include:

(1) Thename and address of the complainant;

(2) The name and address of the invention pro-
moter;

(3) Thename of the customer;

(4 The invention promotion services offered or
performed by the invention promoter;

(5) The name of the mass media in which the
invention promoter advertised providing such services;

(6) An explanation of the relationship between
the customer and the invention promoter, and

(7) A signature of the complainant.

(c) The complaint should fairly summarize the
action of the invention promoter about which the person
complains. Additionaly, the complaint should include
names and addresses of persons believed to be associated
with the invention promoter. Complaints, and any replies,
must be addressed to Office of Independent Inventor
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Programs, U.S. Patent and Trademark Office, Washington,
DC 20231.

(d) Complaints that do not provide the information
requested in paragraphs (b) and (c) of this section will be
returned. If complainant’ s address is not provided, the
complaint will be destroyed.

(e) No originals of documents should be included
with the complaint.

(f) A complaint can be withdrawn by the complain-
ant or the named customer at any time prior to its publica-
tion.

§ 44 Invention Promoter Reply.

(8 If asubmission appearsto meet the requirements
of a complaint, the invention promoter named in the com-
plaint will be notified of the complaint and given 30 daysto
respond. The invention promoter’ s response will be made
available to the public aong with the complaint. If the
invention promoter fails to reply within the 30-day time
period set by the Office, the complaint will be made avail-
able to the public. Replies sent after the complaint is made
available to the public will aso be published.

(b) A response must be clearly marked, or otherwise
identified, as a response by an invention promoter. The
response must contain:

(1) The name and address of the invention pro-
moter;

(2) A reference to a complaint forwarded to the
invention promoter or a complaint previously published;

(3) The name of the individual signing the
response; and

(4) Thetitle or authority of the individual signing
the response.

[Added, 65 FR 3127, Jan. 20, 2000, effective Jan. 28,
2000]

§ 45 Notice by Publication.

If the copy of the complaint that is mailed to the inven-
tion promoter is returned undelivered, then the Office will
publish a Notice of Complaint Received in the Official
Gazette, the Federal Register, or on the Office’ s Internet
home page. The invention promoter will be given 30 days
from such notice to submit a reply to the complaint. If the
Office does not receive areply from the invention promoter
within 30 days, the complaint alone will become publicly
available.

[Added, 65 FR 3127, Jan. 20, 2000, effective Jan. 28,
2000]

R-161

§46

8§ 4.6 Attorneys and Agents.

Complaints against registered patent attorneys and
agents will not be treated under this section, unless a com-
plaint fairly demonstrates that invention promotion services
are involved. Persons having complaints about registered
patent attorneys or agents should contact the Office of
Enroliment and Discipline at the U.S. Patent and Trade-
mark Office, Box OED, Washington, DC 20231, and the
attorney discipline section of the attorney’ s state licensing
bar if an attorney isinvolved.

[Added, 65 FR 3127, Jan. 20, 2000, effective Jan. 28,
2000]

PART 5 — SECRECY OF CERTAIN
INVENTIONSAND LICENSESTO
EXPORT AND FILE APPLICATIONSIN
FOREIGN COUNTRIES

SECRECY

51 Correspondence.
5.2 Secrecy order.

53 Prosecution of application under secrecy orders;
withholding patent.

54 Petition for rescission of secrecy order.

55 Permit to disclose or modification of secrecy order.
5.6 [Reserved]

5.7 [Reserved]

5.8 [Reserved]

LICENSES FOR FOREIGN
EXPORTING AND FILING

5.11 Licensefor filing in aforeign country an application on an
invention made in the United States or for transmitting
international application.

5.12 Petition for license.

5.13 Petition for license; no corresponding application.

5.14  Petition for license; corresponding U.S. application.

5.15  Scopeof license.

516 [Reserved]

517 [Reserved]

5.18 Arms, anmunition, and implements of war.

5.19 Export of technica data.

520 Export of technical datarelating to sensitive nuclear
technology.

5.25 Petition for retroactive license.
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GENERAL
531 [Reserved]
5.32 Reserved]
5.33 [Reserved]
§51 Correspondence.

All correspondence in connection with this part, includ-
ing petitions, must be addressed to “Assistant Commis-
sioner for Patents (Attention Licensing and Review),
Washington, DC 20231.”

[43 FR 20470, May 11, 1978; revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]

§ 5.2 Secrecy order.

(& When notified by the chief officer of a defense
agency that publication or disclosure of the invention by
the granting of a patent would be detrimental to the national
security, an order that the invention be kept secret will be
issued by the Commissioner of Patents and Trademarks.

(b)  Any request for compensation as provided in
35 U.S.C. 183 must not be made to the Patent and Trade-
mark Office, but directly to the department or agency
which caused the secrecy order to be issued.

[24 FR 10381, Dec. 22, 1959; para. (b) revised, paras.
(c) and (d) removed, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]

§ 5.3 Prosecution of application under

orders; withholding patent.

Unless specifically ordered otherwise, action on the
application by the Office and prosecution by the applicant
will proceed during the time an application is under secrecy
order to the point indicated in this section:

(8 National applications under secrecy order which
come to a final rejection must be appealed or otherwise
prosecuted to avoid abandonment. Appeals in such cases
must be completed by the applicant but unless otherwise
specifically ordered by the Commissioner will not be set
for hearing until the secrecy order is removed.

(b)  An interference will not be declared involving
national applications under secrecy order. However, if an
applicant whose application is under secrecy order seeks to
provoke an interference with an issued patent, a notice of
that fact will be placed in the file wrapper of the patent.
(See § 1.607(d)).

(c)  When the national application is found to be in
condition for alowance except for the secrecy order the
applicant and the agency which caused the secrecy order to

secrecy
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be issued will be notified. This notice (which is not a notice
of alowance under § 1.311 of this chapter) does not require
reply by the applicant and places the national application in
a condition of suspension until the secrecy order is
removed. When the secrecy order is removed the Patent
and Trademark Office will issue a notice of alowance
under 8 1.311 of this chapter, or take such other action as
may then be warranted.

(d) International applications under secrecy order
will not be mailed, delivered, or otherwise transmitted to
the international authorities or the applicant. International
applications under secrecy order will be processed up to the
point where, if it were not for the secrecy order, record and
search copies would be transmitted to the international
authorities or the applicant.

[43 FR 20470, May 11, 1978; amended 43 FR 28479,
June 30, 1978; para. (b) amended 53 FR 23736, June 23,
1988, effective Sept. 12, 1988; para. (c) revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

8§54

(8 A petition for rescission or removal of a secrecy
order may be filed by, or on behaf of, any principal
affected thereby. Such petition may be in letter form, and it
must be in duplicate.

Petition for rescission of secrecy order.

(b) The petition must recite any and all facts that
purport to render the order ineffectual or futile if thisisthe
basis of the petition. When prior publications or patents are
alleged160 the petition must give complete data as to such
publications or patents and should be accompanied by cop-
ies thereof.

(c) The petition must identify any contract between
the Government and any of the principals under which the
subject matter of the application or any significant part
thereof was devel oped or to which the subject matter is oth-
erwise related. If there is no such contract, the petition must
SO state.

(d) Apped to the Secretary of Commerce, as pro-
vided by 35U.S.C. 181, from a secrecy order cannot be
taken until after a petition for rescission of the secrecy
order has been made and denied. Appeal must be taken
within sixty days from the date of the denial, and the party
appealing, as well as the department or agency which
caused the order to be issued, will be notified of the time
and place of hearing.

[24 FR 10381, Dec. 22, 1959; paras. (&) and (d)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]
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§ 55 Permit to disclose or modification of secrecy

order.

(8 Consent to disclosure, or to the filing of an
application abroad, as provided in 35 U.S.C. 182, shall be
made by a“permit” or “modification” of the secrecy order.

(b) Petitions for a permit or modification must fully
recite the reason or purpose for the proposed disclosure.
Where any proposed disclosee is known to be cleared by a
defense agency to receive classified information, adequate
explanation of such clearance should be made in the peti-
tion including the name of the agency or department grant-
ing the clearance and the date and degree thereof. The
petition must be filed in duplicate.

() Inapetition for modification of a secrecy order
to permit filing abroad, al countriesin which it is proposed
to file must be made known, as well as all attorneys, agents
and others to whom the material will be consigned prior to
being lodged in the foreign patent office. The petition
should include a statement vouching for the loyalty and
integrity of the proposed disclosees and where their clear-
ance dtatus in this or the foreign country is known all
details should be given.

(d) Consent to the disclosure of subject matter from
one application under secrecy order may be deemed to be
consent to the disclosure of common subject matter in other
applications under secrecy order so long as the subject mat-
ter is not taken out of context in a manner disclosing mate-
rial beyond the modification granted in thefirst application.

(e) Organizations requiring consent for disclosure
of applications under secrecy order to persons or organiza-
tions in connection with repeated routine operation may
petition for such consent in the form of a general permit. To
be successful such petitions must ordinarily recite the secu-
rity clearance status of the disclosees as sufficient for the
highest classification of material that may be involved.

[24 FR 10381, Dec. 22, 1959; paras. (b) and (e)
revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

§ 5.6 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 5.7 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]
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§ 58

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

[Reserved]

LICENSES FOR FOREIGN EXPORTING
AND FILING
§ 511 License for filing in a foreign country an
application on an invention made in the
United States or for transmitting interna-
tional application.

(& A license from the Commissioner of Patents and
Trademarks under 35 U.S.C. 184 is required before filing
any application for patent including any modifications,
amendments, or supplements thereto or divisions thereof or
for the registration of a utility model, industrial design, or
model, in a foreign patent office or any foreign patent
agency or any international agency other than the United
States Receiving Office, if the invention was made in the
United States and:

(1) Anapplication on the invention has been filed
in the United States less than six months prior to the date on
which the application is to be filed, or

(2) No application on the invention has been filed
in the United States.

(b) The license from the Commissioner of Patents
and Trademarks referred to in paragraph (a) would aso
authorize the export of technical data abroad for purposes
relating to the preparation, filing or possible filing and
prosecution of a foreign patent application without sepa-
rately complying with the regulations contained in 22 CFR
parts 121 through 130 (International Traffic in Arms Regu-
lations of the Department of State), 15 CFR part 779 (Reg-
ulations of the Office of Export Administration,
International Trade Administration, Department of Com-
merce) and 10 CFR part 810 (Foreign Atomic Energy Pro-
grams of the Department of Energy).

(c) Where technical data in the form of a patent
application, or in any form, is being exported for purposes
related to the preparation, filing or possible filing and pros-
ecution of a foreign patent application, without the license
from the Commissioner of Patents and Trademarks referred
to in paragraphs (a) or (b) of this section, or on an invention
not made in the United States, the export regulations con-
tained in 22 CFR parts 120 through 130 (International Traf-
fic in Arms Regulations of the Department of State),
15 CFR parts 768-799 (Export Administration Regulations
of the Department of Commerce) and 10 CFR part 810
(Assistance to Foreign Atomic Energy Activities Regula-
tions of the Department of Energy) must be complied with
unless a license is not required because a United States
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application was on file at the time of export for at least six
months without a secrecy order under § 5.2 being placed
thereon.The term “exported” means export as it is defined
in 22 CFR part 120, 15 CFR part 779 and activities covered
by 10 CFR part 810.

(d) If asecrecy order has beenissued under § 5.2, an
application cannot be exported to, or filed in, a foreign
country (including an international agency in a foreign
country), except in accordance with 8 5.5.

(6) Nolicense pursuant to paragraph (a) of this sec-
tion isrequired:

() If the invention was not made in the United
States, or

(2)  If the corresponding United States application
is not subject to a secrecy order under § 5.2, and was filed
at least six months prior to the date on which the applica-
tionisfiled in aforeign country, or

(3) For subsequent modifications, amendments
and supplements containing additional subject matter to, or
divisions of, aforeign patent application if:

(i)  Alicenseisnot, or was not, required under
paragraph (e)(2) of this section for the foreign patent appli-
cation;

(i)  The corresponding United States applica-
tion was not required to be made available for inspection
under 35 U.S.C. 181; and

(iii)  Such modifications, amendments, and sup-
plements do not, or did not, change the general nature of
the invention in a manner which would require any corre-
sponding United States application to be or have been
available for inspection under 35 U.S.C. 181.

(f) A license pursuant to paragraph (a) of this sec-
tion can be revoked at any time upon written notification by
the Patent and Trademark Office. An authorization to file a
foreign patent application resulting from the passage of six
months from the date of filing of a United States patent
application may be revoked by the imposition of a secrecy
order.

[49 FR 13461, Apr. 4, 1984; paras. (a) and (e), 56 FR
1924, Jan. 18, 1991, effective Feb. 19, 1991, paras. (b), (c),
and (e)(3) revised, 62 FR 53131, Oct. 10, 1997, effective
Dec. 1, 1997]

§ 512  Petition for license.

(8 Filing of an application for patent for inventions
made in the United States will be considered to include a
petition for license under 35 U.S.C. 184 for the subject
matter of the application. The filing receipt will indicate if
alicense is granted. If the initial automatic petition is not
granted, a subsequent petition may be filed under paragraph
(b) of this section.
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(b) Petitionsfor license should be presented in letter
form, and must include the petitioner's address and full
instructions for delivery of the requested license when it is
to be delivered to other than the petitioner. If expedited
handling of the petition under this paragraph is sought, the
petition must also include the fee set forth in § 1.17(h).

[48 FR 2714, Jan. 20, 1983; amended 49 FR 13462,
Apr. 4, 1984; para. (b) revised, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 513  Petition for license; no corresponding appli-

cation.

If no corresponding national or international application
has been filed in the United States, the petition for license
under §5.12(b) must aso be accompanied by a legible
copy of the material upon which alicense is desired. This
copy will be retained as a measure of the license granted.

[43 FR 20471, May 11, 1978; 49 FR 13462, Apr. 4,
1984; revised, 62 FR 53131, Oct. 10, 1997, effective Dec.
1, 1997]

§ 514  Petition for license; corresponding U.S. appli-

cation.

(8 When there is a corresponding United States
application on file, a petition for license under § 5.12(b)
must also identify this application by application number,
filing date, inventor, and title, but a copy of the material
upon which the license is desired is not required. The sub-
ject matter licensed will be measured by the disclosure of
the United States application.

(b) Two or more United States applications should
not be referred to in the same petition for license unless
they are to be combined in the foreign or international
application, in which event the petition should so state and
the identification of each United States application should
be in separate paragraphs.

(c) Where the application to be filed or exported
abroad contains matter not disclosed in the United States
application or applications, including the case where the
combining of two or more United States applications intro-
duces subject matter not disclosed in any of them, a copy of
the application as it is to be filed in the foreign country or
international application which is to be transmitted to a for-
eign international or national agency for filing in the
Receiving Office, must be furnished with the petition. If
however, all new matter in the foreign or international
application to befiled isreadily identifiable, the new matter
may be submitted in detail and the remainder by reference
to the pertinent United States application or applications.
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[43 FR 20471, May 11, 1978; 49 FR 13462, Apr. 4,
1984; para. (a) revised, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

§ 515 Scopeof license.

(8 Applications or other materias reviewed pursu-
ant to 88 5.12 through 5.14, which were not required to be
made available for inspection by defense agencies under
35U.S.C. 181, will be €ligible for a license of the scope
provided in this paragraph. This license permits subsequent
modifications, amendments, and supplements containing
additional subject matter to, or divisions of, aforeign patent
application, if such changes to the application do not alter
the genera nature of the invention in a manner which
would require the United States application to have been
made available for inspection under 35 U.S.C. 181. Grant
of this license authorizing the export and filing of an appli-
cation in aforeign country or the transmitting of an interna-
tional application to any foreign patent agency or
international patent agency when the subject matter of the
foreign or international application correspondsto that of
the domestic application. This license includes authority:

(1) To export and file al duplicate and formal
application papers in foreign countries or with international
agencies,

(2) To make amendments, modifications, and
supplements, including divisions, changes or supporting
matter consisting of the illustration, exemplification, com-
parison, or explanation of subject matter disclosed in the
application; and

(3) To take any action in the prosecution of the
foreign or international application provided that the add-
ing of subject matter or taking of any action under para-
graphs (a)(1) or (2) of this section does not change the
general nature of the invention disclosed in the application
in a manner which would require such application to have
been made available for inspection under 35 U.S.C. 181 by
including technical data pertaining to:

(i) Defense services or articles designated in
the United States Munitions List applicable at the time of
foreign filing, the unlicensed exportation of which is pro-
hibited pursuant to the Arms Export Control Act, as
amended, and 22 CFR parts 121 through 130; or

(i) Restricted Data, sensitive nuclear technol-
ogy or technology useful in the production or utilization of
specia nuclear material or atomic energy, dissemination of
which is subject to restrictions of the Atomic Energy Act of
1954, as amended, and the Nuclear Non-Proliferation Act
of 1978, asimplemented by the regulationsfor Unclassified
Activities in Foreign Atomic Energy Programs, 10 CFR
part 810, in effect at the time of foreign filing.
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(b) Applications or other materials which were
required to be made available for inspection under
35 U.S.C. 181 will be eligible for a license of the scope
provided in this paragraph. Grant of this license authorizes
the export and filing of an application in a foreign country
or the transmitting of an international application to any
foreign patent agency or international patent agency. Fur-
ther, this license includes authority to export and file all
duplicate and formal papers in foreign countries or with
foreign and international patent agencies and to make
amendments, modifications, and supplements to, file divi-
sions of, and take any action in the prosecution of the for-
eign or international application, provided subject matter
additional to that covered by the licenseis not involved.

() A license granted under 8§ 5.12(b) pursuant to
§5.13 or § 5.14 shall have the scope indicated in paragraph
(8) of thissection, if itis so specified in the license. A peti-
tion, accompanied by the required fee (8 1.17(h)), may also
be filed to change a license having the scope indicated in
paragraph (b) of this section to a license having the scope
indicated in paragraph (a) of this section. No such petition
will be granted if the copy of the material filed pursuant to
§ 5.13 or any corresponding United States application was
required to be made available for inspection under
35 U.S.C. 181. The change in the scope of alicense will be
effective as of the date of the grant of the petition.

(d) Inthose cases in which no license is required to
file the foreign application or transmit the international
application, no license is required to file papers in connec-
tion with the prosecution of the foreign or international
application not involving the disclosure of additional sub-
ject matter.

(6 Any paper filed aroad or transmitted to an
international patent agency following the filing of aforeign
or international application which changes the general
nature of the subject matter disclosed at the time of filingin
a manner which would require such application to have
been made available for inspection under 35 U.S.C. 181 or
which involves the disclosure of subject matter listed in
paragraphs (8)(3)(i) or (ii) of this section must be separately
licensed in the same manner as a foreign or international
application. Further, if no license has been granted under
§5.12(a) on filing the corresponding United States applica-
tion, any paper filed abroad or with an international patent
agency which involves the disclosure of additional subject
matter must be licensed in the same manner as a foreign or
international application.

(f)  Licenses separately granted in connection with
two or more United States applications may be exercised
by combining or dividing the disclosures, as desired, pro-
vided:
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(1) Subject matter which changes the genera
nature of the subject matter disclosed at the time of filing or
which involves subject matter listed in paragraphs (a)(3) (i)
or (ii) of this section is not introduced and,

(2) Inthe case where at least one of the licenses
was obtained under § 5.12(b), additional subject matter is
not introduced.

(9) A license does not apply to acts done before the
license was granted. See § 5.25 for petitions for retroactive
licenses.

[49 FR 13462, Apr. 4, 1984; paras. (a) - (c), (e) and (f),
56 FR 1924, Jan. 18, 1991, effective Feb. 19, 1991; paras.
(a)-(c) and (e) revised, 62 FR 53131, Oct. 10, 1997, effec-
tive Dec. 1, 1997]

§ 516 [Reserved]

[Removed and reserved, 62 FR 53131, Oct. 10, 1997,
effective Dec. 1, 1997]

§ 5.17

[49 FR 13463, Apr. 4, 1984; removed and reserved,
62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

[Reserved]

§ 518  Arms, ammunition, and implements of war.

(8 The exportation of technical data relating to
arms, ammunition, and implements of war generally is sub-
ject to the Internationa Traffic in Arms Regulations of the
Department of State (22 CFR parts 120 through 130); the
articles designated as arms, ammunitions, and implements
of war are enumerated in the U.S. Munitions List (22 CFR
part 121). However, if a patent applicant complies with reg-
ulations issued by the Commissioner of Patents and Trade-
marks under 35 U.S.C. 184, no separate approva from the
Department of State is required unless the applicant seeks
to export technical data exceeding that used to support a
patent application in a foreign country. This exemption
from Department of State regulations is applicable regard-
less of whether a license from the Commissioner is
required by the provisions of §§ 5.11 and 5.12 (22 CFR part
125).

(b)  When a patent application containing subject
matter on the Munitions List (22 CFR part 121) is subject
to a secrecy order under § 5.2 and a petition is made under
§ 5.5 for amodification of the secrecy order to permit filing
abroad, a separate request to the Department of State for
authority to export classified information is not required
(22 CFR part 125).

[35 FR 6430., Apr. 22, 1970; revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]
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§ 5.19  Export of technical data.

(8 Under regulations (15 CFR 770.10(j)) estab-
lished by the Department of Commerce, a license is not
required in any case to file a patent application or part
thereof in aforeign country if the foreign filing is in accor-
dance with the regulations (88 5.11 through 5.25) of the
Patent and Trademark Office.

(b)  An export license is not required for data con-
tained in a patent application prepared wholly from for-
eign-origin technical data where such application is being
sent to the foreign inventor to be executed and returned to
the United States for subsequent filing in the U.S. Patent
and Trademark Office (15 CFR 779A.3(€)).

[45 FR 72654, Nov. 3, 1980; para. (a) revised, 58 FR
54504, Oct. 22, 1993, effective Jan. 3, 1994; revised, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 520 Export of technical data relating to sensitive

nuclear technology.

Under regulations (10 CFR 810.7) established by the
United States Department of Energy, an application filed in
accordance with the regulations (88 5.11 through 5.25) of
the Patent and Trademark Office and eligible for foreign
filing under 35 U.S.C. 184, is considered to be information
available to the public in published form and a generally
authorized activity for the purposes of the Department of
Energy regulations.

[49 FR 13463, Apr. 4, 1984; revised, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]

§ 525  Petition for retroactive license.
(@ A petition for retroactive license under

35 U.S.C. 184 shall be presented in accordance with § 5.13
or § 5.14(a), and shall include:

(1) A ligting of each of the foreign countries in
which the unlicensed patent application material was filed,

(2) The dates on which the material was filed in
each country,

(3) A veified statement (oath or declaration)
containing:

(i) An averment that the subject matter in
question was not under a secrecy order at the time it was
filed abroad, and that it is not currently under a secrecy
order,

(i) A showing that the license has been dili-
gently sought after discovery of the proscribed foreign fil-
ing, and

(iii) An explanation of why the material was
filed abroad through error and without deceptive intent
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without the required license under § 5.11 first having been
obtained, and

(4) Therequired fee (8 1.17(h)).

The above explanation must include a showing of facts
rather than a mere alegation of action through error and
without deceptive intent. The showing of facts as to the
nature of the error should include statements by those per-
sons having personal knowledge of the acts regarding filing
in aforeign country and should be accompanied by copies
of any necessary supporting documents such as letters of
transmittal or instructions for filing. The acts which are
alleged to congtitute error without deceptive intent should
cover the period leading up to and including each of the
proscribed foreign filings.

(b) If apetition for aretroactive license is denied, a
time period of not less than thirty days shall be set, during
which the petition may be renewed. Failure to renew the
petition within the set time period will result in a final
denia of the petition. A fina denia of a petition stands
unless a petition is filed under § 1.181 within two months
of the date of the denial. If the petition for a retroactive
license is denied with respect to the invention of a pending
application and no petition under § 1.181 has been filed, a
final rejection of the application under 35 U.S.C. 185 will
be made.
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[49 FR 13463, Apr. 4, 1984; para. (a), 56 FR 1924, Jan.
18, 1991, effective Feb. 19, 1991; para. (c) removed, 62 FR
53131, Oct. 10, 1997, effective Dec. 1, 1997]

GENERAL

§ 531 [Reserved]

[24 FR 10381, Dec. 22, 1959; Redesignated at 49 FR
13463, Apr. 4, 1984; removed and reserved, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]

§ 532 [Reserved]

[24 FR 10381, Dec. 22, 1959; Redesignated at 49 FR
13463, Apr. 4, 1984; removed and reserved, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]

§ 533 [Reserved]

[49 FR 13463, Apr. 4, 1984; amended, 61 FR 56439,
Nov. 1, 1996, effective Dec. 2, 1996; removed and
reserved, 62 FR 53131, Oct. 10, 1997, effective Dec. 1,
1997]

PART 7 — [RESERVED]

[Part 7 removed and reserved, 62 FR 53131, Oct. 10,
1997, effective Dec. 1, 1997]
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Complaints regarding invention promoters (See Inven-
tion promoters.)
Composition of matter, specimens of ingredients may

berequired. . ....... .. 193
Computer program listings. . ... ... 1.96
Concurrent officeproceedings . ..................... 1.565
Conduct of reexamination proceedings ............... 1.550
Conflicting claims, same applicant or owner in two or

moreapplications .. ... 1.78
Continued prosecution application. .. .............. 1.53(d)
Continuing application for invention disclosed and

claimed in prior application ...................... 153,

1.63
Control number, display of .. ....................... 1.419
Copies of patents, records, etC. . ... ..., 111,
1.12,
113
Copiesof records, fees . ..., 1.19(b),
1.59
Copyright notice in specification .................. 1.71(d)
Copyright noticeondrawings. . .................... 1.84(s)
Correction, certificateof .. ........................ 1.322,
1.323
Correction of inventorship .. ......... ... ... ... ... 1.48,
1.324
Correspondence:

Address, only onerecognized. .. ................ 1.33(c)
Address for all communications to the Office......... 11
Business with the Officeto be transacted by .. ........ 12
Discourteous communicationsreturned . .. ........... 13
Double, with different partiesin interest not allowed. . .1.33
Facsmiletransmission. .............c.ccovvnnn.. 1.6(d)
Held with attorney oragent . ..................... 1.33

Identification of application or patent in |etter relat-
INQLO oo 15

May be held exclusively with assignee of entire
INtErest . .. 3.81
Nature of . . ..o 14
Patent ownersinreexamination................. 1.33(c)
Receipt of lettersand papers. . ... .....covviiinein.. 16

Resumed with principal, if power or authorization is
revoKed. . ... 1.36
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Rulesfor conductingingeneral . ................ 11-1.8
Separate |etter for each subject of inquiry . ........... 14
Signaturerequirement ... ... ... 1.4(d)
Whennoattorney oragent. . . ................o... 1.33
With attorney or agent after power or authorization
isfiled . ... 1.33
Coupons sold by the Office . ........................ 1.24

Court of Appeals for the Federal Circuit, appeal to. (See
Appeal to Court of Appealsfor the Federal Circuit.)

D
Date of invention of subject matter of individual claims. . 1.110
Day for taking any action or paying any fee falling on

Saturday, Sunday, or Federal holiday ................. 17
Death or insanity of inventor ... ..................... 1.42,
143
Decision by the Board of Patent Appeals and Interfer-
BINCES. . it 1.196
Actionfollowingdecision ... ................... 1.197
Declaration (See also Oath in patent application):
Foreignlanguage. ..., 1.69
Inlieuofoath. .......... .. .. ... 1.68
In patent gpplication. . .............. ... 1.68
Definitions:
Federa holiday within the District of Columbia. . .. ... 19
Independentinventor . .......... .. ... . 19
National and international applications. ............. 1.9
Nonprofit organization. . ............ ... .. ... ... 19
Serviceof process .. ... 15 CFR Part 15
Small businessconcern . ............ i, 19
Smallentity ... 19
Terms under Patent Cooperation Treaty ........... 1.401
Testimony by employees. ............. 15 CFR Part 15a
Deliveryof patent. .. ... 1.315
DepPOSIt 8CCOUNES. . . ..ottt et et 1.25
FEES .o 1.21(b)
Deposit of biological material:
Acceptabledepository ... ... 1.803
Biological material. ........... ... ... 1.801
Examination procedures. . . ........ ... 1.809
Furnishingof samples .. ....................... 1.808
Need or opportunity to makeadeposit ............ 1.802
Replacement or supplemental deposit............. 1.805
Termof deposit . ... 1.806
Time of making original deposit . ................ 1.804
Viability of deposit. . .............. ...l 1.807
Deposit of computer program listings . ................ 1.96
Depositions (See a so Testimony in interferences):
Certificate of officer toaccompany .. ............. 1.676
Formalities to be observed in preparing. .. ......... 1.677
Person beforewhomtaken. . .................... 1.674
To be sealed up, addressed, and forwarded to the
COmMMISSIONES . ..ottt e 1.676
When transcript must befiled ................... 1.678

Description of invention. (See Specification.)
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Design Patent Applications:

Arrangement of application elements. . ............ 1.154
Claim .. 1.153
Drawing .. ..ot 1.152
Filingfee. ... . oo 1.16(f)
ISSUE . .o 1.155
Issuefee . . ... 1.18(b)
Oath ... 1.153
Rulesapplicable.......... ... ... ... .. ... ... 1151
Title, descriptionandclaim . .................... 1.153
Determination of request for reexamination. . .......... 1515
Disclaimer, statutory:
Duringinterference. . ............... ... ...... 1.662(a)
FOE o 1.20(d)
Reguirementsof .......... .. ... oo ... 1321
Terminal . ... 1.321
Disclosure, amendments to add new matter not permit-
ted . 1121
Disclosuredocumentfee. . ........................ 1.21(c)
Discovery ininterferences . ................... 1.672-1.688
Division. (See Restriction of application.)
Divisonof patentonreissue .............c.cooien... 1.177
Document supply fees. . ... i 119
Drawing:
Amendmentof .......... .. 1121
Arrangementof Views . .......... .. 1.84(i)
AITOWS . o e 1.84(r)
Characterof lines........... ... ... 1.84(1)
COolOr. . 1.84(a)(2)
Contentof drawing. .. .......coiiiiiiin e, 1.83
Copyrightnotice. . ..., 1.84(s)
COITeCtioN. .. oo v 1.84(w),
1.85(c),
1121
Costof copiesof. . ... 1.19
Designapplication . ..., 1.152
Figurefor Official Gazette. . ................... 1.84(j)
Filed with gpplication. .. ........... .. ... .ot 181
GraphiCs. . ..ot 1.84(d)
Hatchingandshading. ....................... 1.84(m)
HOlES. .o 1.84(x)
Identification ............ .. i 1.84(c)
If of an improvement, must show connection with
oldstructure. ... 1.83
Informal drawings . ..., 1.85
InK. .o 1.84(a)(1)
Leadlines. ..., 1.84(q)
Legends .. ..o 1.84(0)
Letters. ..o 1.84(p)
Locationof names . ..., 1.84(c)
Mask work notice. . ..., 1.84(s)
Must be described in and referred to specification. . . . . 174
Must show every feature of theinvention ........... 1.83
Noreturnorrelease ..., 1.85(b)
Numberingof sheets. .. ....................... 1.84(t)
Numberingof views. . ....................... 1.84(u)
NUMDErS. ... 1.84(p)
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Origina may be used with application for reissue . .. 1.174

Origina should be retained by applicant. . ........ 1.81(a)
Paper ... 1.84(e)
Part of applicationpapers ....................... 152
Photographs. .. ... 1.84(b)
Plant patent application .. ....................... 1.81,
1.165
Printed and published by Office when patented . ... . . 184
Referencecharacters .............. ... ... ..... 1.74,
1.84(p)
REISSUE. . ..ot 1.174
Release not permitted. . .. .......... ... ... 1.85(b)
Required by law when necessary for understanding . . . 1.81
Scale. . 1.84(k)
Security markings . ... ... 1.84(v)
Shading ... 1.84(m)
Sizeof sheetandmargins .................. 1.84(f),(g)
Specific rules relating to preparation of drawings
will beenforced. . .......... .. ... L 1.85
Standardsfordrawings .............. ... 1.84
SymboIS. ... 1.84(n)
VIBWS . 1.84(h)
When necessary, part of complete application. . ... ... 151
Duty of disclosure . ........... .. 1.56,
1.555
Patenttermextension. . ... 1.765
E
Electionof species. ... 1.146

Employee testimony. (See Testimony by Office employ-
ees.)
Establishing small entity status . ..................... 1.27,
1.28
Evidence. (See Testimony in interferences.)
Examination of applications:

Advancement of examination ................... 1.102
Astoform ... .. 1.104
Citationof references. .. ..., 1.104
Completeness of examiner'saction............... 1.104
Examiner'saction.............. ... ... ... 1.104
International-typesearch . ...................... 1.104
Nature of examination. . ....................... 1.104
Reasonsforalowance. ........................ 1.104
Reexamination after rejection if requested . ........ 111
Reexamination of original claimsupon reissue. . . . .. 1.176
Reissue. . ... 1.176
Reectionof clams ............ .. ..t 1.104
SUSPENSION Of . . ..o 1.103

Examination of papers by attorney or agent not permit-
ted without authorization .. ....................... 134

Examiners:

Answersonappeal . . ... ... 1.193
Complaintsagainst. . ..., 13
Interviewswith ....... ... .. . o 1.133
EXECULOrS . .. .o e 1.42,
144
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Exhibits. (See Models and exhibits.)

Exportof technicd data .. ......................... 5.19,

5.20

Expressabandonment. . ............ . . 1.138

“ExpressMail” ... 1.6,

1.10

Dateof receiptof ... 16

Petitioninregardto ............ ..o i, 1.10

Expungement . .......... ... 1.59
Extension of patent term due to prosecution delay (35

USC.A54) oo 1.701

Extension of patent term due to regulatory review
period (35 U.S.C. 156):

Applicantfor. ..........o 1.730
Applicationfor ........... .. 1.740
Calculation of term:
Animal drugproduct. . .......... .. o 1.778
Food or color additive. ....................... 1.776
Humandrugproduct. ................covvinn. 1.775
Medical device............. ... 1777
Veterinary biological product.................. 1.779
Certificate. ... 1.780
Conditionsfor. ... 1.720
Determination of eligibility ..................... 1.750
Duty of disclosure. . ... 1.765
Filing date of application ....................... 1741
Interim extension under 35 U.S.C. 156(d)(5). .. ..... 1.790
Interim extension under 35 U.S.C. 156(¢)(2) .. ... ... 1.760
Multiple applications . . ........... ..o ... 1.785
Patentssubjectto ......... .. ... . L 1.710
Termination of interim extension granted under 35
USC.A56(A)(5) «vvveveeeeeeeeee e 1.791
Withdrawal of application ...................... 1.770
Extensionoftime ........... ... .. i 1.136
Fees. . o 117
Interference proceedings ... 1.645
Reexamination proceedings. .................. 1.550(c)
F
Facsmiletransmission . ...........c.ccoviiienennn.. 1.6(d),
18
Federal holiday within the District of Columbia . ... ... 1.9(h)
Federal Register, publication of rulesin............... 1.351
Fees and payment of money:
COUPONS . . oot 124
DepoSit 8CCOUNTS. . . . oo e e 1.25
Extensionoftime.............. ... ...t 117
Fee on apped to the Court of Appeds for the Fed-
eral Circuit provided by rulesof court. . .......... 1.301
Feesin caseof petitions . ....................... 1.181
Feespayableinadvance......................... 1.22
Foreign filing license petition. . .. .............. 1.17(h)
For international-type searchreport . .. ........... 1.21(e)
Method of payment. .. .......... ..o, 1.23
Money by mail atriskof sender. .................. 123
Money paidby mistake ................ ... .. ..., 1.26
Petitions . . ... 117
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Reexaminationrequest. . . ... 1.20(c)
Refunds . ... 1.26
Relating to international applications ............. 1.445,
1481
Schedule of feesand charges. ................ 116-1.21
Files and papers of abandoned applications, disposition . .. 1.14
Filesopentothepublic ............ ... ... ... ... 111
Filing date of application ................... ...t 153
Filing fee part of complete application. ................ 151
Filingfees. ... 1.16
FilinginPost Office. ....... ..., 1.10
Filing of interference settlement agreements........... 1.666
Final rejection:
Appeal from......... 1.191
Responseto ... 1.113,
1.116
Whenand howgiven.......................... 1.113
First Class Mail (includes Priority Mail and Express
Mail) . 18
Foreign application. . ..., 155
Licensetofile........... ... ... it 5.11-5.25
Foreign country:
Takingoathin.......... ... . oo, 1.66
Takingtestimony in.............. ..., 1671
Foreign mask work protection .................... Part 150
Evaluationof request........... .. ... o 150.4
Definition. . ... 150.1
Duration of proclamation. ... ................... 150.5
Initiation of evaluation. . ....................... 150.2
Mallingaddress . ... 150.6
Submissionof requests . ........ ... L 150.3
Foreign patent rights acquired by government. . . . 101.1-101.11
Licensing .. .....ovviiiii i 102.1-102.6
Formulas and tablesin patent applications. . ............ 1.58
Fraud practiced or attempted on Office ................ 1.56
G
Gazette. (See Official Gazette)
Genera authorization to charge deposit account .. . ... ... 1.25,
1.136
General information and correspondence. . ........... 11-1.8
Government acquisition of foreign patent rights .. . . . . Part 501
Government employeeinvention. ................. Part 501
Government interest in patent, recordingof. ............ 3.11,
3.27,
3.31,
3.41,
3.58
Governmental registers. . ....... .. 3.58
Guardian of insane person may apply for patent ......... 143
H
Hearings:
Before the Board of Patents Appeals and Interfer-
BINCES .. ottt 1.194
Feeforappea hearing.......................... 117
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Indisciplinary proceedings .................... 10.144
Of motionsininterferences . .................... 1.640
Holiday, time for action expiringon. .................. 1.6,
17
|
I dentification of application, patent or registration . ....... 15
Independent inventor:
Definition . ... 19
Statusstatement ... ... ... 127
Information disclosure statement:
At time of filing application. ..................... 151
Contentof . ... 1.98
Not permitted in provisiona applications . .......... 151
Reexamination ..., 1.555
To comply with duty of disclosure. . ............... 197
Information, Public........... ... ... ... .. .. ..... 1.15
Insane inventor, application by guardianof ............. 1.43

Interferences (See a so Depositions, Motionsin interfer-
ences, Notice, Preliminary statement in interferences,
Testimony in interferences):

Abandonment of thecontest. .................... 1.662
Accesstoapplications . ... 1.612
Accessto preliminary statement. . ................ 1.631
Action by examiner after interference . ............ 1.664
Action if statutory bar appears. .. ............... 1.641,
1.659

Addition of new party by administrative patent
JUAgE. .« oo 1.642
Amendmentduring. .......... ... .. 1.615,
1.633,
1.634,
1.637

Appeal to the Court of Appeals for the Federal Cir-
CUIL. ot 1.301,
1.302
Applicantrequests . ... 1.604
Arbitration ........ . 1.690
Briefsat final hearing. ......................... 1.656
Burdenof proof .......... ... ... i 1.657
Civilaction. ... 1.303
Claimscopied frompatent . . ................... 1.606,
1.607
Claims of defeated parties stand finaly disposed of . .1.633
Concession of priority ............ ..., 1.662
Conflicting parties having same attorney . . ......... 1.613
Copying claimsfrompatent.................... 1.606,
1.607
CorrespondenCe . . . ..o oo 1.5(e)
Declaration of interference. . .................... 1.611
Definition. ... 1.601
Disclaimer to avoid interference . .............. 1.662(a)
DISCOVErY . .ot 1.671,
1.688
Dissolutionof . ........... .o 1.633
Dissolution on motionof judge .. ................ 1.641
Extensionoftime............... ... .. ... . ..... 1.645
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Failure of junior party to taketestimony ........... 1.652
Failureto preparefor..................... 1.603-1.606
Final decision. ............. ..o, 1.658
Findhearing .......... ... it 1.654
Final hearingbriefs . ..................... .. ... 1.656
Identifying claim frompatent .............. 1.607(3)(3),
1.637(e)(1)(vi)
Inwhat casesdeclared . .. ...................... 1.601,
1.602
Inspection of cases of opposing parties. ........... 1.612
Interferencewithapatent ................. 1.606-1.608
Junior party fails to overcome filing date of senior

P, o 1.640
Jurisdiction of interference . .................... 1.614
Manner of serviceof papers. . ................... 1.646
Matters considered in rendering final decision . ... .. 1.655
MOLIONS . ..ot 1.633-1.638
NAFTACouNtry .........coiiiiniinnnnn.. 1.601(r)
Nonpatentability argued at final hearing........... 1.655
Notice and access to applications of opposing par-

L= 1.612
Notice of intent to argue abandonment . ........... 1.632
Notice of reexamination, reissue, protest, or litiga-

toN. ... 1.660
Noticeto filecivil action....................... 1.303
Noticesand statements. .. .............. ... 1.611
Order to show cause, judgment on therecord . . . .. .. 1.640
Ownership of applications or patentsinvolved. . .. .. 1.602
Petitions. .. ... 1.644
Preliminary statement .................... 1.621-1.631
Preparationfor............ ... ... ....... 1.603-1.609
Presumption asto order of invention. ............. 1.657
Prosecution by assignee. . ........... ... oL 1.643
Recommendation by Board of Patent Appeals and

Interferences . ... 1.659
Recordsand exhibits .. ................ ... ..., 1.653
Records of, whenopentopublic.................. 11
Reissuefiled by patenteeduring .. ............... 1.662
Requestsby applicants. . ....................... 1.604
Requests for findings of fact and conclusions of law . 1.656
Return of unauthorized papers. . ................. 1.618
Review of decision by civil action................ 1.303
SaMePartY . ..ot 1.602

Sanctions for failure to comply with rules of order . . . 1.616
Sanctions for taking and maintaining a frivolous

POSItION . ..o 1.616
Second interference between same parties ......... 1.665
Secrecy Order CaseS . ..o oo v i i 5.3(b)
Serviceof papers. ... 1.646
Statement of, from examinertoBoard. .. .......... 1.609
Status of claims of defeated applicant after interfer-

NG . ottt 1.663
Statutory disclaimer by patenteeduring ........... 1.662
Suggestion of claimsfor interference ............. 1.605
Summary judgment . ... 1617
Suspension of ex parte prosecution............... 1.615
Termination of interference. . ................... 1.661
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Testimony COpIes . .. ..o et 1.653
Time period for completion ..................... 1.610
Timesfor discovery and taking testimony . ......... 1.651
Translation of document in foreign language. . . . . . .. 1.647

International application. (See Patent Cooperation
Treaty.)

International Preliminary Examining Authority .. ....... 1.416
INtErVIiew SUMMary ... ...t 1.133
Interviewswithexaminer .. ....................... 1.133,

1.560
Invention promoters:

Complaintsregarding. .. .........cooviieiinn.. 4.1-4.6
Publicationof ......................... 41,4.3,45
ReEPIYTO. .o 4.4
Submissionof ... 4.3
Withdrawal of .. ....... .. 4.3

Definition . ... 4.2

Replytocomplaint............... ..., 4.4

Inventor (See also Applicant for patent, Oath in patent
application):

Deathorinsanityof ............ ... .. ... ....... 1.42,

143

Refusesto sign application. . ..................... 1.47

Tomakeapplication.................ovvinnnn.. 141

Unavailable. . ......... .o 1.47

Inventor's certificate priority benefit. . ................. 155
Inventorship and date of invention of the subject matter

of individual clams. . ......... ... ..., 1.110
Issuefee . ... 1.18

Issue of patent. (See Allowance and issue of patent.)

J
Joinder of inventionsin one application. .............. 1141
Jointinventors. .......... .. 1.45,
1.47,
1.324
Joint patent to inventor and assignee . .. .............. 1.46,
381
Jurisdiction:
After decision by Board of Patent Appeals and
Interferences. .. ... 1.197,
1.198
After noticeof allowance....................... 1312
Of contested Case . . .....oov i 1.614
L
Lapsed patents. . .. ..o et 1317
Legal representative of deceased or incapacitated inven-

TOr 1.42-1.43
Legibility of papers. . ... 152
Letters to the Office. (See Correspondence.)

Library servicefee ............ ..o i 1.19(c)
License and assignment of government interest in patent. . 3.11,
3.27,
3.31,
341
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Licensefor foreignfiling ....................... 5.11-5.15
List of U.S. patents classified in a subclass, cost of . . . . . 1.19(d)
Local deliveryboxrental .............. ... ..., 1.21(d)
M
Maintenancefees . ........... i 1.20
Acceptance of delayed paymentof ............... 1.378
Feeaddressfor......... .. ... ... .. 1.363
Review of decision refusingtoaccept............. 1.377
Submissionof. . ....... .. 1.366
Timeforpaymentof .......................... 1.362
Mask work notice in specification .. ................ 1.71(s)
Mask work noticeondrawing ..................... 1.84(s)
Mask work protection, foreign. . .................. Part 150
Microfichedeposit .. ... 1.96
Microorganisms. (See Deposit of biological material.)
Minimum balance in deposit accounts. ................ 1.25
Misjoinder of inventor . ........... ... ... 1.48,
1.324
Missing pages when application filed ............... 1.53(e)
Mistake in patent, certificate thereof issued. ........... 1.322,
1.323
Models and exhibits:
CopIeSOf .. 195
If not claimed within reasonable time, may be dis-
posed of by Commissioner ..................... 194
If on examination model found necessary request
thereforwillbemade. . .......... ... ... ... ... 191
Incontested cases. . . ......ooiiiiii i 1.676
May berequired. ....... ... . 191
Model not generaly admitted in application or
patent. . ... 191
Not to be taken from the Office except in custody of
swornemployee. . .......... i 195
Returnof ... .. ... 194
Working model may berequired .. ................ 191
M oney. (See Fees and payment of money.)
Motionsininterference ...................... 1.633-1.637
To take testimony in foreign country . .. ........... 1671
N
Nameof applicant. . . ....... ... i, 141
New matter inadmissiblein application............... 1121
New matter inadmissible in reexamination . ........ 1.530(d),
1.552(b)
New matter inadmissibleinreissue.................. 1.173
Non-English language specificationfee.............. 1.17(k)
Nonprofit organization:
Definition. . ... 19
Statusstatement . .. ... 1.27
Notice:
Of alowance of application. .................... 1.311
Of appea to the Court of Appeals for the Federal
Circuit ... ..o 1.301,
1.302
Of arbitrationaward. .. ........................ 1335
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Of defective reexaminationrequest . ............ 1.510(c)
Ofinterference ... ... 1611
Of oral hearings before the Board of Patent Appeas
andInterferences. ... 1.194
Of rgjection of an application. . .................. 1.104
Of tekingtestimony ... .. 1.673
Of use of official recordsasevidence ............. 1.682
To conflicting parties with same attorney or agent . .. 1.613
To partiesininterferencecases .................. 1.611
Nucleotide and/or amino acid sequences:
Amendmentsto. . ... 1.825
Disclosure in patent applications. ................ 1.821
Form and format for computer readableform .. .. ... 1.824
Format for sequencedata....................... 1.822
Replacementof........... ... .. i i, 1.825
Reguirements. ... 1.823
Symbols . ... 1.822
@)
Oath in patent application. (See aso Declaration):
Apostilles . .. ..o 1.66
Before whom taken in foreign countries .. .......... 1.66
Before whom taken in United States . .. ............ 1.66
By administrator or executor ... ................. 1.42,
1.63
By guardian of insaneperson.................... 1.43,
1.63
Certificate of Officer administering................ 1.66
Continuation-in-part. ...............ccoun.... 1.63(e)
Declaration .. ... 1.68
Foreignlanguage .. ..., 1.69
Internationa application. ....................... 1.497
Inventor's Certificate .............. ... .. 1.63
Madebyinventor ............ ... ... . ... . ..., 1.41,
1.63
Officers authorized to administeroaths . . . .......... 1.66
Part of complete application. ..................... 151
Personmaking . ........covuiiiiiiii 164
Plant patent application ........................ 1.162
Requirementsof .......... ... i 1.63
Ribboned to other papers .. ...t 1.66
Sealed . . 1.66
SIgNatUreto. . ..o 1.63
Supplemental oath for matter disclosed but not orig-
inallyclaimed. . ............ .. . i i 1.67
To acknowledge duty of disclosure . ............... 163
When taken abroad to seal all papers. . ............. 1.66
Oath or declaration in reissue application. . ............ 1.175
Oath or declaration
Plant patent application ........................ 1.162
When international application enters national stage. . 1.497
Object of theinvention. ............ ... oiiia.. 173
Officeactiontimeforreply ........................ 1.134

Office fees. (See Fees and payment of money.)
Official action, based exclusively upon the written

FECOMD . ottt e e e 1.2
Official business, should be transacted inwriting . ........ 1.2

Officia Gazette:

Amendmentsto rulespublishedin................ 1.351
Notice of filing application to nonsigning inventor. . . . 1.47
Oneview of drawing publishedin................. 1.84

Reexamination order published in if returned unde-
livered . ... 1.525(b)
Serviceof noticesin. .......... ... i 1.646
Oral staements. ... ..o 12
Order toreexaming. . .. ... v v et 1.525

P

Papers (requirements to become part of Office perma-
NENETECOTTS) . . o v vttt e 152
Papers not received on Saturday, Sunday, or holidays. . . . .. 16

Patent application. (See Application for patent and Pro-

visional patent applications.)

Patent attorneys and agents. (See Attorneys and agents.)

Patent Cooperation Treaty:
Amendments and corrections during international
PrOCESSING . v v et ettt 1471
Amendments during international preliminary
EXamination. . .........uuiii 1.485
Applicant for international application . ........... 1421
Changesin person, name or address, wherefiled . .1.421(f),
1472
Conduct of international preliminary examination . . . 1.484
Definitionof terms. . ......... ... oo 1.401
Delaysin meetingtimelimits ................... 1.468
Demand for international preliminary examination. . . 1.480
Designationof States. ... ... 1.432
Entry into national stage . ......... ... o 1.491
Asadesignated office . .............. ... ..... 1.494
Asanelectedoffice............ ...l 1.495
Examination at national stage . .................. 1.496
Fees:
Designationfees. ........... ..o 1.432
Due on filing of international application.. . .. .. 1.431(c)
Failure to pay resultsin withdrawal of application1.431(d),
1.432
Filing, processing and searchfees.............. 1.445
International preliminary examination. . ......... 1.481,
1.482
Nationd stage. .. ... 1.492
Refunds . ... 1.446
Filing by other thaninventor . ................... 1.425
International application requirements ............ 1.431
Abstract . ... . 1.438
Claims ..o 1.436
Description. . ... 1.435
Drawings .. ...oovvvii i 1.437
Physical requirements . ............. ... ... 1.433
Request. .......... .. 1.434
International Bureau .................. ... ..., 1.415
International Preliminary Examining Authority . .. .. 1.416
Inventordeceased ................cciiiiiiit, 1.422
Inventor insane or legally incapacitated ........... 1.423
Inventors, joint. ........... ... i 1.424
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Nationa stage examination ..................... 1.496
Oath or declaration at national stage . . ............ 1.497
Priority,clamfor.......... ... ... .. ... ... ... 1.451
Record copy to International Bureau, transmittal
PrOCEAUNES . . oottt et e 1.461
Representation by attorney oragent. .. ............ 1.455
Time limits for processing applications........... 1.465,
1.468
United States as:
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PRACTICE BEFORE THE PATENT AND
TRADEMARK OFFICE

PART 10 — REPRESENTATION OF
OTHERS BEFORE THE PATENT AND
TRADEMARK OFFICE

Sec.

10.1  Déefinitions.

10.2  Director of Enrollment and Discipline.
10.3  Committee on Enrollment.

10.4  Committee on Discipline.

INDIVIDUALSENTITLED TO PRACTICE BEFORE
THE PATENT AND TRADEMARK OFFICE

10.5 Register of attorneys and agents in patent cases.

10.6  Registration of attorneys and agents.

10.7  Requirements for registration.

10.8  Oath and registration fee.

10.9 Limited recognition in patent cases.

10.10 Redtrictions on practice in patent cases.

10.11 Removing names from the register.

10.12 - 10.13 [Reserved]

10.14 Individuals who may practice before the Officein
trademark and other non-patent cases.

10.15 Refusd to recognize a practitioner.

10.16 - 10.17 [Reserved]

10.18 Signature and certificate for correspondence filed in the
Patent and Trademark Office.

10.19 [Reserved]

PATENT AND TRADEMARK OFFICE CODE
OF PROFESSIONAL RESPONSIBILITY

10.20 Canons and Disciplinary Rules.

10.21 Canon 1.

10.22 Maintaining integrity and competence of the legal
profession.

10.23 Misconduct.

10.24 Disclosure of information to authorities.

10.25 - 10.29 [Reserved]

10.30 Canon 2.

10.31 Communications concerning a practitioner's services.

10.32 Advertising.

10.33 Direct contact with prospective clients.

10.34 Communication of fields of practice.

10.35 Firm names and letterheads.

10.36 Feesfor legal services.

10.37 Division of fees among practitioners.
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10.38 Agreements restricting the practice of a practitioner.

10.39 Acceptance of employment.

10.40 Withdrawal from employment.

10.41 - 10.45 [Reserved]

10.46 Canon 3.

10.47 Aiding unauthorized practice of law.

10.48 Sharing legal fees.

10.49 Forming a partnership with a non-practitioner.

10.50 - 10.55 [Reserved]

10.56 Canon 4.

10.57 Preservation of confidences and secrets of a client.

10.58 - 10.60 [Reserved]

10.61 Canon 5.

10.62 Refusing employment when the interest of the practitioner
may impair the practitioner's independent professional
judgment.

10.63 Withdrawal when the practitioner becomes a witness.

10.64 Avoiding acquisition of interest in litigation or
proceeding before the Office.

10.65 Limiting business relations with a client.

10.66 Refusing to accept or continue employment if theinterests
of another client may impair the independent professional
judgment of the practitioner.

10.67 Settling similar claims of clients.

10.68 Avoiding influence by others than the client.

10.69 - 10.75 [Reserved]

10.76 Canon 6.

10.77 Failing to act competently.

10.78 Limiting liability to client.

10.79 - 10.82 [Reserved]

10.83 Canon 7.

10.84 Representing a client zealously.

10.85 Representing a client within the bounds of the law.

10.86 [Reserved]

10.87 Communicating with one of adverse interest.

10.88 Threatening criminal prosecution.

10.89 Conduct in proceedings.

10.90 - 10.91 [Reserved]

10.92 Contact with witnesses.

10.93 Contact with officias.

10.94 - 10.99 [Reserved]

10.100 Canon 8.

10.101 Action asapublic official.

10.102 Statements concerning officials.

10.103 Practitioner candidate for judicial office.

10.104 - 10.109 [Reserved)]

10.110 Canon 9.

10.111 Avoiding even the appearance of impropriety.

10.112 Preserving identity of funds and property of client.

10.113 - 10.129 [Reserved]
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INVESTIGATIONS AND DISCIPLINARY
PROCEEDINGS

10.130 Reprimand, suspension or exclusion.

10.131 Investigations.

10.132 Initiating a disciplinary proceeding; referenceto an
administrative law judge.

10.133 Conference between Director and practitioner;
resignation.

10.134 Complaint.

10.135 Service of complaint.

10.136 Answer to complaint.

10.137 Supplemental complaint.

10.138 Contested case.

10.139 Administrative law judge; appointment; responsibilities;
review of interlocutory orders; stays.

10.140 Representative for Director or respondent.

10.141 Filing of papers.

10.142 Service of papers.

10.143 Motions.

10.144 Hearings.

10.145 Proof; variance; amendment of pleadings.

10.146 - 10.148 [Reserved)|

10.149 Burden of proof.

10.150 Evidence.

10.151 Depositions.

10.152 Discovery.

10.153 Proposed findings and conclusions; post- hearing
memorandum.

10.154 Initial decision of administrative law judge.

10.155 Appeal to the Commissioner.

10.156 Decision of the Commissioner.

10.157 Review of Commissioner's fina decision.

10.158 Suspended or excluded practitioner.

10.159 Notice of suspension or exclusion.

10.160 Petitioner for reinstatement.

10.161 Savings clause.

10.162 - 10.169 [Reserved)]

10.170 Suspension of rules.

§ 10.1  Definitions.

This part governs solely the practice of patent, trade-
mark, and other law before the Patent and Trademark
Office. Nothing in this part shall be construed to preempt
the authority of each State to regulate the practice of law,
except to the extent necessary for the Patent and Trademark
Office to accomplish its federal objectives. Unless other-
wise clear from the context, the following definitions apply
to this part:

(8 Affidavit means affidavit, declaration under
35 U.S.C. 25(see § 1.68 and § 2.20 of this subchapter), or
statutory declaration under 28 U.S.C. 1746.
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(b)  Application includes an application for adesign,
plant, or utility patent, an application to reissue any patent,
and an application to register a trademark.

(c) Attorney or lawyer means an individual who isa
member in good standing of the bar of any United States
court or the highest court of any State. A “non-lawyer” isa
person who is not an attorney or lawyer.

(d) Canonisdefinedin §10.20(a).

(e) Confidenceis defined in § 10.57(a).

(f)  Differing interests include every interest that
may adversely affect either the judgment or the loyalty of a
practitioner to aclient, whether it be a conflicting, inconsis-
tent, diverse, or other interest.

(g) Director means the Director of Enrollment and
Discipline.

(h) Disciplinary Ruleis defined in § 10.20(b).

(i) Employee of a tribunal includes &l employees
of courts, the Office, and other adjudicatory bodies.

() Giving information within the meaning of
§10.23(c) (2) includes making (1) a written statement or
representation or (2) an oral statement or representation.

(k)  Law firmincludes a professional legal corpora-
tion or a partnership.

() Legal counsel means practitioner.

(m) Legal profession includes the individuals who
are lawfully engaged in practice of patent, trademark, and
other law before the Office.

(n) Legal service means any legal service which
may lawfully be performed by a practitioner before the
Office.

(0) Legal Systemincludes the Office and courts and
adjudicatory bodies which review matters on which the
Office has acted.

(p) Office means Patent and Trademark Office.

(q) Person includes a corporation, an association, a
trust, a partnership, and any other organization or legal
entity.

(r)  Practitioner means (1) an attorney or agent reg-
istered to practice before the Office in patent cases or (2) an
individual authorized under 5 U.S.C. 500(b) or otherwise as
provided by this subchapter, to practice before the Officein
trademark cases or other non-patent cases. A “suspended or
excluded practitioner” is a practitioner who is suspended or
excluded under § 10.156. A “non-practitioner” is an indi-
vidual who isnot a practitioner.

() A proceeding before the Office includes an
application, a reexamination, a protest, a public use pro-
ceeding, a patent interference, an inter partes trademark
proceeding, or any other proceeding which is pending
before the Office.

(t) Professional legal corporation means a corpora
tion authorized by law to practice law for profit.
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(u) Registration means registration to practice
before the Office in patent cases.

(v)  Respondent isdefined in § 10.134(a)(1).

(w) Secretisdefined in § 10.57(a).

(x) Solicitisdefined in § 10.33.

(y) Sateincludes the District of Columbia, Puerto
Rico, and other federal territories and possessions.

(z) Tribunal includes courts, the Office, and other
adjudicatory bodies.

(@) United Sates means the United States of Amer-
ica, itsterritories and possessions.

[Added 50 FR 5172, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.2  Director of Enrollment and Discipline.

(8  Appointment.The Commissioner shall appoint a
Director of Enrollment and Discipline. In the event of the
absence of the Director or a vacancy in the Office of the
Director, the Commissioner may designate an employee of
the Office to serve as acting Director of Enrollment and
Discipline. The Director and any acting Director shall be an
active member in good standing of the bar of a State.

(b) Duties. The Director shall:

(1) Receive and act upon applications for regis-
tration, prepare and grade the examination provided for in
§ 10.7(b), maintain the register provided for in § 10.5, and
perform such other duties in connection with enrollment
and recognition of attorneys and agents as may be neces-
sary.

(2) Conduct investigations into possible viola
tions by practitioners of Disciplinary Rules, with the con-
sent of the Committee on Discipline initiate disciplinary
proceedings under § 10.132(b), and perform such other
duties in connection with investigations and disciplinary
proceedings as may be necessary.

(¢) Review of Director's decision. Any fina deci-
sion of the Director refusing to register an individual under
§ 10.6, recognize an individua under § 10.9 or § 10.14(c),
or reinstate a suspended or excluded petitioner under
§10.160, may be reviewed by petition to the Commissioner
upon payment of the fee set forth in § 1.21(a)(5). A petition
filed more than 30 days after the date of the decision of the
Director may be dismissed as untimely. Any petition shall
contain (1) a statement of the facts involved and the points
to be reviewed and (2) the action requested. Briefs or mem-
oranda, if any, in support of the petition shall accompany or
be embodied therein. The petition will be decided on the
basis of the record made before the Director and no new
evidence will be considered by the Commissioner in decid-
ing the petition. Copies of documents already of record
beforethe Director shall not be submitted with the petition.
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An oral hearing on the petition will not be granted except
when considered necessary by the Commissioner.

[Added 50 FR 5173, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.3 Committee on Enrollment.

(& The Commissioner may establish a Committee
on Enrollment composed of one or more employees of the
Office.

(b) The Committee on Enrollment shall, as neces-
sary, advise the Director in connection with the Director's
duties under § 10.2(b)(1).

[Added 50 FR 5173, Feb. 6, 1985, effective Mar. 8,
1985]

§ 104 Committee on Discipline.

(8 The Commissioner shal appoint a Committee
on Discipline. The Committee on Discipline shall consist of
at least three employees of the Office, none of whom
reports directly or indirectly to the Director or the Solicitor.
Each member of the Committee on Discipline shall be a
member in good standing of the bar of a State.

(b) The Committee on Discipline shall meet at the
request of the Director and after reviewing evidence pre-
sented by the Director shall, by majority vote, determine
whether there is probable cause to bring charges under
§10.132 against a practitioner. When charges are brought
against a practitioner, no member of the Committee on Dis-
cipline, employee under the direction of the Director, or
associate solicitor or assistant solicitor in the Office of
Solicitor shall participate in rendering a decision on the
charges.

(c) No discovery shall be authorized of, and no
member of the Committee on Discipline shall be required
to testify about, deliberations of the Committee on Disci-
pline.

[Added 50 FR 5173, Feb. 6, 1985, effective Mar. 8,
1985]

INDIVIDUALSENTITLED TO PRACTICE
BEFORE THE PATENT AND TRADEMARK
OFFICE
8§ 10.5 Register of attorneys and agents in patent
cases.

A register of attorneys and agentsis kept in the Office on
which are entered the names of al individuals recognized
as entitled to represent applicants before the Office in the
preparation and prosecution of applications for patent.
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Registration in the Office under the provisions of this part
shall only entitle the individuas registered to practice
before the Office in patent cases.

[Added 50 FR 5173, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.6  Registration of attorneys and agents.

(8 Attorneys. Any citizen of the United States who
is an attorney and who fulfills the requirements of this part
may be registered as a patent attorney to practice before the
Office. When appropriate, any alien who is an attorney,
who lawfully resides in the United States, and who fulfills
the requirements of this part may be registered as a patent
attorney to practice before the Office, provided: Registra-
tion is not inconsistent with the terms upon which the aien
was admitted to, and resides in, the United States and fur-
ther provided: The alien may remain registered only (1) if
the alien continues to lawfully reside in the United States
and registration does not become inconsistent with the
terms upon which the alien continues to lawfully reside in
the United States or (2) if the alien ceases to reside in the
United States, the alien is qualified to be registeredunder
paragraph (c) of this section. See also § 10.9(b).

(b)  Agents. Any citizen of the United States who is
not an attorney and who fulfills the requirements of this
part may be registered as a patent agent to practice before
the Office. When appropriate, any alien who is not an attor-
ney, who lawfully resides in the United States, and who ful-
fills the requirements of this part may be registered as a
patent agent to practice before the Office, provided: Regis-
tration is not inconsistent with the terms upon which the
alien was admitted to, and resides in, the United States, and
further provided: The alien may remain registered only (1)
if the alien continues to lawfully reside in the United States
and registration does not become inconsistent with the
terms upon which the alien continues to lawfully reside in
the United States or (2) if the alien ceases to reside in the
United States, the alien is qualified to be registeredunder
paragraph (c) of this section. See also § 10.9(b).

NOTE.—AII individuals registered prior to Novem-
ber 15, 1938, were registered as attorneys, whether they
were attorneys or not, and such registrations have not been
changed.

(c) Foreigners. Any foreigner not a resident of the
United States who shall file proof to the satisfaction of the
Director that he or she is registered and in good standing
before the patent office of the country in which he or she
resides and practices and who is possessed of the qualifica-
tions stated in § 10.7, may be registered as a patent agent to
practice before the Office for the limited purpose of pre-
senting and prosecuting patent applications of applicants
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located in such country, provided: The patent office of such
country alows substantially reciprocal privileges to those
admitted to practice before the United States Patent and
Trademark Office. Registration as a patent agent under this
paragraph shall con tinue only during the period that the
conditions specified in this paragraph obtain.

[Added 50 FR 5173, Feb. 6, 1985, effective Mar. 8,
1985; paras. (d) & (e) removed 53 FR 38948, Oct. 4, 1988,
effective Nov. 4, 1988]

§ 10.7 Requirementsfor registration.

(& No individual will be registered to practice
before the Office unless he or she shall:

(1) Apply to the Commissioner in writing on a
form supplied by the Director and furnish all requested
information and material and

(2) Establish to the satisfaction of the Director
that he or sheis:

(i)  Of good moral character and repute;

(i)  Possessed of the legal, scientific, and tech-
nical qualifications necessary to enable him or her to render
applicants valuable service; and

(iii) Isotherwise competent to advise and assist
applicants for patents in the presentation and prosecution of
their applications before the Office.

(b) In order that the Director may determine
whether an individual seeking to have his or her name
placed upon the register has the qualifications specified in
paragraph (a) of this section, satisfactory proof of good
moral character and repute and of sufficient basic training
in scientific and technical matters must be submitted to the
Director. Except as provided in this paragraph, each appli-
cant for registration must take and pass an examination
which is held from time to time. Each application for
admission to take the examination for registration must be
accompanied by the fee set forth in 8 1.21(a)(1) of this sub-
chapter. The taking of an examination may be waived in the
case of any individual who has actively served for at least
four yearsin the patent examining corps of the Office. The
examination will not be administered as a mere academic
exercise.

(c)  Within two months from the date an applicant is
notified that he or she failed an examination, the applicant
may request regrading of the examination upon payment of
the fee set forth in § 1.21(a)(6). Any applicant requesting
regrading shall particularly point out the errors which the
applicant believed occurred in the grading of his or her
examination.

[Added 50 FR 5174, Feb. 6, 1985, effective Mar. 8,
1985]
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8§ 10.8 Oath and registration fee.

Before an individual may have his or her name entered
on the register of attorneys and agents, the individual must,
after hisor her application is approved, subscribe and swear
to an oath or make a declaration prescribed by the Commis-
sioner and pay the registration fee set forth in § 1.21(a)(2)
of this subchapter.

[Added 50 FR 5174, Feb. 6, 1985, effective Mar. 8,
1985]

§ 109

(8 Any individua not registered under § 10.6 may,
upon a showing of circumstances which render it necessary
or justifiable, be given limited recognition by the Director
to prosecute as attorney or agent a specified application or
specified applications, but limited recognition under this
paragraph shall not extend further than the application or
applications specified.

Limited recognition in patent cases.

(b)  When registration of aresident aien under para-
graphs (a) or (b) of § 10.6 is not appropriate, the resident
alien may be given limited recognition as may be appropri-
ate under paragraph (a) of this section.

(¢) Anindividua not registered under § 10.6 may, if
appointed by applicant to do so, prosecute an international
application only before the U.S. International Searching
Authority and the U.S. International Preliminary Examin-
ing Authority, provided: The individua has the right to
practice before the national office with which the interna-
tional application is filed (PCT Art. 49, Rule 90 and
§ 1.455) or before the International Bureau when acting as

Receiving Office pursuant to PCT Rules 83.1 %Sand 90.1.

[Added 50 FR 5174, Feb. 6, 1985, effective Mar. 8,
1985; para. (¢) added, 58 FR 4335, Jan. 14, 1993, effective
May 1, 1993; para. (c) amended, 60 FR 21438, May 2,
1995, effective June 1, 1995]

§ 10.10 Restrictionson practicein patent cases.

(& Only practitioners who are registered under
§10.6 or individuals given limited recognition under § 10.9
will be permitted to prosecute patent applications of others
before the Office.

(b) No individual who has served in the patent
examining corps of the Office may practice before the
Office after termination of his or her service, unless he or
she signs awritten undertaking,

(1) Not to prosecute or aid in any manner in the
prosecution of any patent application pending in any patent
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examining group during his or her period of service therein
and

(2) Not to prepare or prosecute or to assist in any
manner in the preparation or prosecution of any patent
application of another (i) assigned to such group for exami-
nation and (ii) filed within two years after the date he or she
left such group, without written authorization of the Direc-
tor. Associated and related classes in other patent examin-
ing groups may be required to be included in the
undertaking or designated classes may be excluded from
the undertaking. When an application for registration is
made after resignation from the Office, the applicant will
not be registered if he or she has prepared or prosecuted or
assisted in the preparation or prosecution of any patent
application as indicated in the paragraph. Knowingly pre-
paring or prosecuting or providing assistance in the prepa-
ration or prosecution of any patent application contrary to
the provisions of this paragraph shall constitute misconduct
under 8 10.23(c)(13) ofthis part.

(c) A practitioner who is an employee of the Office
cannot prosecute or aid in any manner in the prosecution of
any patent application before the Office.

(d) Practice before the Office by Government
employees is subject to any applicable conflict of interest
laws, regulations or codes of professional responsibility.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8,
1985; revised 53 FR 38950, Oct. 4, 1988, effective Nov. 4,
1988; corrected 53 FR 41278, Oct. 20, 1988]

§ 10.11 Removing namesfrom theregister.

(8 Registered attorneys and agents shall notify the
Director of any change of address. Any notification to the
Director of any change of address shall be separate from
any notice of change of address filed in individual applica-
tions.

(b) A letter may be addressed to any individua on
the register, at the address of which separate notice was last
received by the Director, for the purpose of ascertaining
whether such individual desires to remain on the register.
The name of any individual failing to reply and give any
information requested by the Director within a time limit
specified will be removed from the register and the names
of individuals so removed will be published in the Official
Gazette. The name of any individual so removed may be
reinstated on the register as may be appropriate and upon
payment of the fee set forth in § 1.21(a)(3) of this subchap-
ter.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8,
1985]
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§ 10.12 - 10.13 [Reser ved]

§ 10.14 Individuals who may practice before the
Office in trademark and other non-patent
cases.

(8 Attorneys. Any individual who is an attorney
may represent others before the Office in trademark and
other non-patent cases. An attorney is not reguired to apply
for registration or recognition to practice before the Office
in trademark and other non-patent cases.

(b)  Non-lawyers. Individuals who are not attorneys
are not recognized to practice before the Office in trade-
mark and other non-patent cases, except that individuas
not attorneys who were recognized to practice before the
Office in trademark cases under this chapter prior to Janu-
ary 1, 1957, will be recognized as agents to continue prac-
tice before the Officein trademark cases.

(c) Foreigners. Any foreign attorney or agent not a
resident of the United States who shall prove to the satis-
faction of the Director that he or sheis registered or in good
standing before the patent or trademark office of the coun-
try in which he or she resides and practices, may be recog-
nized for the limited purpose of representing parties located
in such country before the Office in the presentation and
prosecution of trademark cases, provided: The patent or
trademark office of such country allows substantially recip-
roca privileges to those permitted to practice in trademark
cases before the United States Patent and Trademark
Office. Recognition under this paragraph shall continue
only during the period that the conditions specified in this
paragraph obtain.

(d)  Recognition of any individual under this section
shall not be construed as sanctioning or authorizing the per-
formance of any act regarded in the jurisdiction where per-
formed as the unauthorized practice of law.

(60 Noindividual other than those specified in para-
graphs (@), (b), and (c) of this section will be permitted to
practice before the Office in trademark cases. Any individ-
ual may appear in a trademark or other non-patent case in
his or her own behalf. Any individua may appear in a
trademark case for (1) a firm of which he or sheis a mem-
ber or (2) a corporation or association of which he or sheis
an officer and which he or she is authorized to represent, if
such firm, corporation, or association is a party to a trade-
mark proceeding pending before the Office.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.15 Refusal torecognize a practitioner.
Any practitioner authorized to appear before the Office
may be suspended or excluded in accordance with the pro-
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visions of this part. Any practitioner who is suspended or
excluded under this subpart or removed under § 10.11(b)
shall not be entitled to practice before the Office.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.16 - 10.17 [Reserved]

§ 10.18 Signature and certificate for correspondence
filed in the Patent and Trademark Office.

(8 For al documents filed in the Office in patent,
trademark, and other non-patent matters, except for corre-
spondence that is required to be signed by the applicant or
party, each piece of correspondence filed by a practitioner
in the Patent and Trademark Office must bear a signature,
personally signed by such practitioner, in compliance with
§ 1.4(d)(2) of this chapter.

(b) By presenting to the Office (whether by signing,
filing, submitting, or later advocating) any paper, the party
presenting such paper, whether a practitioner or non-practi-
tioner, is certifying that--

(1) All statements made therein of the party's
own knowledge are true, all statements made therein on
information and belief are believed to be true, and al state-
ments made therein are made with the knowledge that who-
ever, in any matter within the jurisdiction of the Patent and
Trademark Office, knowingly and willfully falsifies, con-
ceals, or covers up by any trick, scheme, or device a mate-
rial fact, or makes any fase, fictitious or fraudulent
statements or representations, or makes or uses any false
writing or document knowing the same to contain any false,
fictitious or fraudulent statement or entry, shall be subject
to the penalties set forth under 18 U.S.C. 1001, and that
violations of this paragraph may jeopardize the validity of
the application or document, or the validity or enforceabil-
ity of any patent, trademark registration, or certificate
resulting therefrom; and

(2) Tothe best of the party's knowledge, informa-
tion and belief, formed after an inquiry reasonable under
the circumstances, that --

(i)  The paper is not being presented for any
improper purpose, such as to harass someone or to cause
unnecessary delay or needless increase in the cost of prose-
cution before the Office;

(i) The claims and other legal contentions
therein are warranted by existing law or by a nonfrivolous
argument for the extension, modification, or reversa of
existing law or the establishment of new law;

(iii) The alegations and other factual conten-
tions have evidentiary support or, if specificaly so identi-
fied, are likely to have evidentiary support after a
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reasonable opportunity for further investigation or discov-
ery; and
(iv) The denials of factual contentions are war-
ranted on the evidence, or if specifically so identified, are
reasonably based on alack of information or belief.
(c) Violations of paragraph (b)(1) of this section by
a practitioner or non-practitioner may jeopardize the valid-
ity of the application or document, or the validity or
enforceability of any patent, trademark registration, or cer-
tificate resulting therefrom. Violations of any of paragraphs
(b)(2)(i) through (iv) of this section are, after notice and
reasonable opportunity to respond, subject to such sanc-
tions as deemed appropriate by the Commissioner, or the
Commissioner's designee, which may include, but are not
limited to, any combination of --
(1) Holding certain facts to have been estab-
lished;
(2) Returning papers;
(3) Precluding aparty from filing a paper, or pre-
senting or contesting an issue;
(4) Imposing a monetary sanction;
(5) Requiring aterminal disclaimer for the period
of the delay; or
(6) Terminating the proceedings in the Patent and
Trademark Office.
(d) Any practitioner violating the provisions of this
section may also be subject to disciplinary action. See
§10.23(c)(15).

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8,
1985; para. (a) revised, 58 FR 54494, Oct. 22, 1993, effec-
tive Nov. 22, 1993; paras. () & (b) revised, paras. (c) & (d)
added, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]

§ 10.19 [Reserved]

PATENT AND TRADEMARK OFFICE CODE OF
PROFESSIONAL RESPONSIBILITY

§ 10.20 Canonsand Disciplinary Rules.

(8 Canons are set out in 88§ 10.21, 10.30, 10.46,
10.56, 10.61, 10.76, 10.83, 10.100, and 10.110. Canons are
statements of axiomatic norms, expressing in genera terms
the standards of professional conduct expected of practitio-
ners in their relationships with the public, with the legal
system, and with the legal profession.

(b) Disciplinary Rules are set out in §§ 10.22-10.24,
10.31-10.40, 10.47-10.57, 10.62-10.68, 10.77, 10.78,
10.84, 10.85, 10.87-10.89, 10.92, 10.93, 10.101-10.103,
10.111, and 10.112. Disciplinary Rules are mandatory in
character and state the minimum level of conduct below
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which no practitioner can fall without being subjected to
disciplinary action.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.21 Canon 1.
A practitioner should assist in maintaining the integrity
and competence of the legal profession.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.22 Maintaining integrity and competence of the
legal profession.

(8 A practitioner is subject to discipline if the prac-
titioner has made a materially false statement in, or if the
practitioner has deliberately failed to disclose a material
fact requested in connection with, the practitioner's applica-
tion for registration or membership in the bar of any United
States court or any State court or his or her authority to oth-
erwise practice before the Office in trademark and other
non-patent cases.

(b) A practitioner shall not further the application
for registration or membership in the bar of any United
States court, State court, or administrative agency of
another person known by the practitioner to be unqualified
in respect to character, education, or other relevant
attribute.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.23 Misconduct.

(8 A practitioner shall not engage in disreputable or
gross misconduct.

(b) A practitioner shall not:

(1) ViolateaDisciplinary Rule.

(2) Circumvent a Disciplinary Rule through
actions of another.

(3) Engage in illegal conduct involving mora
turpitude.

(4 Engage in conduct involving dishonesty,
fraud, deceit, or misrepresentation.

(5) Engage in conduct that is prejudicia to the
administration of justice.

(6) Engage in any other conduct that adversely
reflects on the practitioner's fitness to practice before the
Office.

(c) Conduct which constitutes a violation of para-
graphs (@) and (b) of this section includes, but is not
limited to:
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(1) Conviction of a crimina offense involving
moral turpitude, dishonesty, or breach of trust.

(2) Knowingly giving false or misleading infor-
mation or knowingly participating in a material way in giv-
ing false or misleading information, to:

(i) A clientin connection with any immediate,
prospective, or pending business before the Office.
(i)  The Office or any employee of the Office.

(3) Misappropriation of, or failure to properly or
timely remit, funds received by a practitioner or the practi-
tioner's firm from a client to pay a fee which the client is
required by law to pay to the Office.

(4) Directly or indirectly improperly influencing,
attempting to improperly influence, offering or agreeing to
improperly influence, or attempting to offer or agree to
improperly influence an official action of any employee of
the Office by:

(i)  Useof threats, false accusations, duress, or
coercion,

(i) An offer of any specia inducement or
promise of advantage, or

(iii)  Improperly bestowing of any gift, favor, or
thing of value.

(5) Suspension or disbarment from practice as an
attorney or agent on ethica grounds by any duly consti-
tuted authority of a State or the United States or, in the case
of a practitioner who resides in a foreign country or is reg-
istered under § 10.6(c), by any duly constituted authority
of:

(i) A State,

(i)  The United States, or

(i) The country in which the practitioner
resides.

(6) Knowingly aiding or abetting a practitioner
suspended or excluded from practice before the Office in
engaging in unauthorized practice before the Office under
§10.158.

(7)  Knowingly withholding from the Office
information identifying a patent or patent application of
another from which one or more claims have been copied.
See 88 1.604(b) and 1.607(c) of this subchapter.

(8) Failing to inform a client or former client or
failing to timely notify the Office of an inability to notify a
client or former client of correspondence received from the
Office or the client's or former client's opponent in an inter
partes proceeding before the Office when the correspon-
dence (i) could have a significant effect on a matter pend-
ing before the Office, (ii) is received by the practitioner on
behalf of a client or former client and (iii) is correspon-
dence of which a reasonable practitioner would believe
under the circumstances the client or former client should
be notified.
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(9) Knowingly misusing a*“ Certificate of Mailing
or Transmission” under § 1.8 of this chapter.

(10) Knowingly violating or causing to be violated
the requirements of § 1.56 or § 1.555 of this subchapter.

(11) Knowingly filing or causing to be filed an
application containing any material ateration made in the
application papers after the signing of the accompanying
oath or declaration without identifying the alteration at the
time of filing the application papers.

(12) Knowingly filing, or causing to be filed, a
frivolous complaint aleging aviolation by a practitioner of
the Patent and Trademark Office Code of Professional
Responsibility.

(13) Knowingly preparing or prosecuting or pro-
viding assistance in the preparation or prosecution of a
patent application in violation of an undertaking signed
under § 10.10(b).

(14) Knowingly failing to advise the Director in
writing of any change which would preclude continued reg-
istration under § 10.6.

(15) Signing apaper filed in the Officein violation
of the provisions of § 10.18 or making a scandalous or
indecent statement in a paper filed in the Office.

(16) Willfully refusing to revea or report knowl-
edge or evidence to the Director contrary to § 10.24 or
paragraph (b) of § 10.131.

(17) Representing before the Office in a patent
case either a joint venture comprising an inventor and an
invention developer or an inventor referred to the registered
practitioner by an invention developer when (i) the regis-
tered practitioner knows, or has been advised by the Office,
that a formal complaint filed by a Federal or State agency,
based on any violation of any law relating to securities,
unfair methods of competition, unfair or deceptive acts or
practices, mail fraud, or other civil or criminal conduct, is
pending before a Federal or State court or Federa or State
agency, or has been resolved unfavorably by such court or
agency, against the invention developer in connection with
invention development services and (ii) the registered prac-
titioner fails to fully advise the inventor of the existence of
the pending complaint or unfavorable resolution thereof
prior to undertaking or continuing representation of the
joint ventureor inventor. “Invention developer” means any
person, and any agent, employee, officer, partner, or inde-
pendent contractor thereof, who is not a registered practi-
tioner and who advertises invention development services
in media of genera circulation or who enters into contracts
for invention development services with customers as a
result of such advertisement. “Invention development ser-
vices’ means acts of invention development required or
promised to be performed, or actually performed, or both,
by an invention developer for a customer. “Invention
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development” means the evaluation, perfection, market-
ing, brokering, or promotion of an invention on behalf of a
customer by an invention developer, including a patent
search, preparation of a patent application, or any other act
done by an invention developer for consideration toward
the end of procuring or attempting to procure a license,
buyer, or patent for an invention. “Customer” meansany
individual who has made an invention and who enters into
a contract for invention development services with an
invention developer with respect to the invention by which
the inventor becomes obligated to pay the invention devel-
oper less than $5,000 (not to include any additional sums
which the invention developer is to receive as a result of
successful development of the invention). “Contract for
invention development services’ means a contract for
invention development services with an invention devel-
oper with respect to an invention made by a customer by
which the inventor becomes obligated to pay the invention
developer less than $5,000 (not to include any additional
sums which the invention devel oper isto receive as aresult
of successful development of the invention).

(18) In the absence of information sufficient to
establish a reasonable belief that fraud or inequitable con-
duct has occurred, alleging before a tribunal that anyone
has committed afraud on the Office or engaged in inequita-
ble conduct in a proceeding before the Office.

(19) Action by an employee of the Office contrary
to the provisions set forth in § 10.10(c).

(20) Knowing practice by a Government employee
contrary to applicable Federal conflict of interest laws, or
regulations of the Department, agency, or commission
employing said individual.

(d) A practitioner who acts with reckless indiffer-
ence to whether a representation is true or false is charge-
able with knowledge of its falsity. Deceitful statements of
half-truths or conceament of material facts shall be
deemed actud fraud within the meaning of this part.

[Added 50 FR 5175, Feb. 6, 1985, effective Mar. 8,
1985; amended 50 FR 25073, June 17, 1985; 50 FR 25980,
June 24, 1985; paras. (c)(13), (19) & (20), 53 FR 38950,
Oct. 4, 1988, effective Nov. 4, 1988; corrected 53 FR
41278, Oct. 20, 1988; paras. (c)(10) & (c)(11), 57 FR 2021,
Jan. 17, 1992, effective Mar. 16, 1992; para. (c)(9)
amended, 58 FR 54494, Oct. 22, 1993, effective Nov. 22,
1993; para. (c)(9) amended, 61 FR 56439, Nov. 1, 1996,
effective Dec 2, 1996; para. (c)(15) amended, 62 FR 53131,
Oct. 10, 1997, effective Dec. 1, 1997]
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§ 10.24 Disclosure of information to authorities.

(8 A prectitioner possessing unprivileged knowl-
edge of aviolation of a Disciplinary Rule shall report such
knowledge to the Director.

(b) A prectitioner possessing unprivileged know!-
edge or evidence concerning another practitioner,
employee of the Office, or a judge shall reveal fully such
knowledge or evidence upon proper request of atribuna or
other authority empowered to investigate or act upon the
conduct of practitioners, employees of the Office, or
judges.

[Added 50 FR 5176, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.25 - 10.29[Reser ved]

§ 10.30 Canon 2.
A practitioner should assist the legal profession in fulfill-
ing its duty to make legal counsel available.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.31 Communications concerning a practitioner's
services.

(& No prectitioner shall with respect to any pro-
spective business before the Office, by word, circular, let-
ter, or advertising, with intent to defraud in any manner,
deceive, mislead, or threaten any prospective applicant or
other person having immediate or prospective business
before the Office.

(b) A practitioner may not use the name of a Mem-
ber of either House of Congress or of an individual in the
service of the United States in advertising the practitioner's
practice before the Office.

()  Unless authorized under 8 10.14(b), a non-law-
yer practitioner shal not hold himself or herself out as
authorized to practice before the Office in trademark cases.

(d)  Unlessapractitioner is an attorney, the practitio-
ner shall not hold himself or herself out:

(1) Tobean attorney or lawyer or
(2) Asauthorized to practice before the Office in
non-patent and trademark cases.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.32 Advertising.

(8 Subject to § 10.31, a practitioner may advertise
services through public media, including a telephone direc-
tory, legal directory, newspaper, or other periodical, radio,
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or television, or through written communications not
involving solicitation as defined by § 10.33.

(b) A practitioner shall not give anything of value to
a person for recommending the practitioner's services,
except that a practitioner may pay the reasonable cost of
advertising or written communication permitted by this
section and may pay the usual charges of a not-for-profit
lawyer referral service or other legal service organization.

(c)  Any communication made pursuant to this sec-
tion shall include the name of at least one practitioner
responsible for its content.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.33 Direct contact with prospective clients.

A practitioner may not solicit professional employment
from a prospective client with whom the practitioner has no
family or prior professional relationship, by mail, in-per-
son, or otherwise, when a significant motive for the practi-
tioner's doing so is the practitioner's pecuniary gain under
circumstances evidencing undue influence, intimidation, or
overreaching. The term “ solicit” includes contact in person,
by telephone or telegraph, by letter or other writing, or by
other communication directed to a specific recipient, but
does not include letters addressed or advertising circulars
distributed generally to persons not specifically known to
need lega services of the kind provided by the practitioner
in a particular matter, but who are so situated that they
might in genera find such services useful.

[Added 50 FR 5177, Feb.6, 1985, effective Mar. 8,
1985]

§ 10.34 Communication of fields of practice.

A registered practitioner may state or imply that the
practitioner isa specialist as follows:

(& A registered practitioner who is an attorney may
use the designation “Patents,” “Patent Attorney,” “Patent
Lawyer,” “Registered Patent Attorney,” or a substantially
similar designation.

(b) A registered practitioner who is not an attorney
may use the designation “Patents,” “Patent Agent,” “ Regis-
tered Patent Agent,” or a substantially similar designation,
except that any practitioner who was registered prior to
November 15, 1938, may refer to himself or herself as a
“patent attorney.”

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8,
1985]
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§ 10.35 Firm namesand letterheads.

(8 A practitioner shal not use a firm name, letter-
head, or other professional designation that violates
§10.31. A trade name may be used by a practitioner in pri-
vate practice if it does not imply a current connection with
a government agency or with a public or charitable legal
services organization and is not otherwise in violation of
§10.31.

(b) Practitioners may state or imply that they prac-
tice in a partnership or other organization only when that is
the fact.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8,
1985]

8 10.36 Feesfor legal services.

(8 A practitioner shall not enter into an agreement
for, charge, or collect anillegal or clearly excessive fee.

(b) A feeisclearly excessive when, after areview of
the facts, a practitioner of ordinary prudence would be left
with a definite and firm conviction that the fee isin excess
of a reasonable fee. Factors to be considered as guides in
determining the reasonableness of a fee include the follow-
ing:

(1) Thetime and labor required, the novelty and
difficulty of the questions involved, and the skill requisite
to perform the legal service properly.

(2) The likelihood, if apparent to the client, that
the acceptance of the particular employment will preclude
other employment by the practitioner.

(3) The fee customarily charged for similar legal
services.

(49 The amount
obtained.

(5) The time limitations imposed by the client or
by the circumstances.

(6) Thenatureand length of the professional rela
tionship with the client.

(7)  The experience, reputation, and ability of the
practitioner or practitioners performing the services.

(8) Whether the fee is fixed or contingent.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8,
1985]

involved and the results

§ 10.37 Division of feesamong practitioners.

(8 A practitioner shall not divide afeefor lega ser-
vices with another practitioner who is not a partner in or
associate of the practitioner's law firm or law office, unless:

(1) The client consents to employment of the
other practitioner after a full disclosure that a division of
feeswill be made.
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(2) Thedivision is made in proportion to the ser-
vices performed and responsibility assumed by each.

(3) The total fee of the practitioners does not
clearly exceed reasonable compensation for all lega ser-
vices rendered to the client.

(b) This section does not prohibit payment to a
former partner or associate pursuant to a separation or
retirement agreement.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.38 Agreementsrestricting the practice of a prac-
titioner.

(8 A practitioner shall not be a party to or partici-
pate in a partnership or employment agreement with
another practitioner that restricts the right of a practitioner
to practice before the Office after the termination of arela
tionship created by the agreement, except as a condition to
payment of retirement benefits.

(b) In connection with the settlement of a contro-
versy or suit, a practitioner shal not enter into an agree-
ment that restricts the practitioner's right to practice before
the Office.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.39 Acceptance of employment.

A practitioner shall not accept employment on behalf of
aperson if the practitioner knows or it is obvious that such
person wishes to:

(@ Bring a legal action, commence a proceeding
before the Office, conduct a defense, assert a position in
any proceeding pending before the Office, or otherwise
have steps taken for the person, merely for the purpose of
harassing or maliciously injuring any other person.

(b) Present a claim or defense in litigation or any
proceeding before the Office that it is not warranted under
existing law, unless it can be supported by good faith argu-
ment for an extension, modification, or reversal of existing
law.

[Added 50 FR 5177, Feb. 6, 1985, effective Mar. 8,
1985]

§ 1040 Withdrawal from employment.

(8 A practitioner shall not withdraw from employ-
ment in a proceeding before the Office without permission
from the Office (see 88 1.36 and 2.19 of this subchapter). In
any event, a practitioner shall not withdraw from employ-
ment until the practitioner has taken reasonable steps to
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avoid foreseeable prejudice to the rights of the client,
including giving due notice to his or her client, allowing
time for employment of another practitioner, delivering to
the client all papers and property to which the client is enti-
tled, and complying with applicable laws and rules. A prac-
titioner who withdraws from employment shall refund
promptly any part of afee paid in advance that has not been
earned.

(b) Mandatory withdrawal. A practitioner repre-
senting a client before the Office shall withdraw from
employment if:

(1) The practitioner knows or it is obvious that
the client is bringing alegal action, commencing a proceed-
ing before the Office, conducting a defense, or asserting a
position in litigation or any proceeding pending before the
Office, or is otherwise having steps taken for the client,
merely for the purpose of harassing or maliciously injuring
any person;

(2) The practitioner knows or it is obvious that
the practitioner's continued employment will result in vio-
lation of a Disciplinary Rule;

(3) The practitioner's mental or physical condi-
tion renders it unreasonably difficult for the practitioner to
carry out the employment effectively; or

(4) Thepractitioner is discharged by the client.

() Permissive withdrawal. If paragraph (b) of this
section is not applicable, a practitioner may not request per-
mission to withdraw in matters pending before the Office
unless such request or such withdrawal is because:

(1) The petitioner's client:

(i) Insists upon presenting a claim or defense
that is not warranted under existing law and cannot be sup-
ported by good faith argument for an extension, modifica-
tion, or reversal of existing law;

(i)  Personally seeksto pursueanillegal course
of conduct;

(i) Insists that the practitioner pursue a course
of conduct that isillega or that is prohibited under a Disci-
plinary Rule;

(iv) By other conduct renders it unreasonably
difficult for the practitioner to carry out the employment
effectively;

(v) Ingists, in amatter not pending before atri-
bunal, that the practitioner engage in conduct that is con-
trary to the judgment and advice of the practitioner but not
prohibited under the Disciplinary Rule; or

(vi) Has failed to pay one or more bhills ren-
dered by the practitioner for an unreasonable period of time
or has failed to honor an agreement to pay a retainer in
advance of the performance of legal services.

(2) The practitioner's continued employment is
likely to result in aviolation of a Disciplinary Rule;
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(3) The practitioner's inability to work with co-
counsel indicates that the best interests of the client likely
will be served by withdrawal;

(4) The practitioner's mental or physical condi-
tion renders it difficult for the practitioner to carry out the
employment effectively;

(5) The practitioner's client knowingly and freely
assents to termination of the employment; or

(6) The practitioner believes in good faith, in a
proceeding pending before the Office, that the Office will
find the existence of other good cause for withdrawal .

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.41 - 10.45[Reser ved]

§ 10.46 Canon 3.
A practitioner should assist in preventing the unautho-
rized practice of law.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.47 Aiding unauthorized practice of law.

(& A practitioner shall not aid a non-practitioner in
the unauthorized practice of law before the Office.

(b) A practitioner shal not aid a suspended or
excluded practitioner in the practice of law before the
Office.

(c) A practitioner shall not aid a non-lawyer in the
unauthorized practice of law.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.48 Sharing legal fees.
A practitioner or afirm of practitioners shall not share
legal fees with a non-practitioner except that:

(8 An agreement by a practitioner with the practi-
tioner's firm, partner, or associate may provide for the pay-
ment of money, over a reasonable period of time after the
practitioner's degath, to the practitioner's estate or to one or
more specified persons.

(b) A practitioner who undertakes to complete
unfinished legal business of a deceased practitioner may
pay to the estate of the deceased practitioner that proportion
of the total compensation which fairly represents the ser-
vices rendered by the deceased practitioner.

(c) A practitioner or firm of practitioners may
include non-practitioner employees in a compensation or
retirement plan, even though the plan is based in whole or
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in part on a profit-sharing arrangement, providing such plan
does not circumvent another Disciplinary Rule.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8,
1985; para. (b) revised, 58 FR 54511, Oct. 22, 1993, effec-
tive June 3, 1994]

§ 10.49 Forming a partnership with a non-practitio-
ner.

A practitioner shall not form a partnership with a non-
practitioner if any of the activities of the partnership consist
of the practice of patent, trademark, or other law before the
Office.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.50 - 10.55[Reser ved]

§ 10.56 Canon 4.
A practitioner should preserve the confidences and
secrets of aclient.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.57 Preservation of confidences and secrets of a
client.

(8 “Confidence” refersto information protected by
the attorney-client or agent-client privilege under applica-
ble law. “Secret” refers to other information gained in the
professional relationship that the client has reguested be
held inviolate or the disclosure of which would be embar-
rassing or would be likely to be detrimental to the client.

(b) Except when permitted under paragraph (c) of
this section, a practitioner shall not knowingly:

(1) Revea aconfidence or secret of aclient.

(2) Use a confidence or secret of a client to the
disadvantage of the client.

(3) Use aconfidence or secret of a client for the
advantage of the practitioner or of athird person, unlessthe
client consents after full disclosure.

(c) A practitioner may reveal:

(1) Confidences or secretswith the consent of the
client affected but only after afull disclosure to the client.

(2) Confidences or secrets when permitted under
Disciplinary Rules or required by law or court order.

(3) The intention of a client to commit a crime
and the information necessary to prevent the crime.

(4) Confidences or secrets necessary to establish
or collect the practitioner's fee or to defend the practitioner
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or the practitioner's employees or associates against an
accusation of wrongful conduct.

(d) A practitioner shall exercise reasonable care to
prevent the practitioner's employees, associates, and others
whose services are utilized by the practitioner from disclos-
ing or using confidences or secrets of aclient, except that a
practitioner may reveal the information allowed by para-
graph (c) of this section through an employee.

[Added 50 FR 5178, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.58 - 10.60 [Reserved]

§ 10.61 Canon 5.
A practitioner should exercise independent professional
judgment on behalf of aclient.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.62 Refusing employment when theinterest of the
practitioner may impair the practitioner's
independent professional judgment.

(8 Except with the consent of a client after full dis
closure, a practitioner shall not accept employment if the
exercise of the practitioner's professional judgment on
behalf of the client will be or reasonably may be affected
by the practitioner's own financial, business, property, or
personal interests.

(b) A practitioner shall not accept employment in a
proceeding before the Office if the practitioner knows or it
is obvious that the practitioner or another practitioner in the
practitioner's firm ought to sign an affidavit to be filed in
the Office or be called as a witness, except that the practi-
tioner may undertake the employment and the practitioner
or another practitioner in the practitioner's firm may testify:

(1)  If thetestimony will relate solely to an uncon-
tested matter.

(2) If the testimony will relate solely to a matter
of formality and there is no reason to believe that substan-
tial evidence will be offered in opposition to the testimony.

(3) If thetestimony will relate solely to the nature
and value of legal servicesrendered in the case by the prac-
titioner or the practitioner's firm to the client.

(4) Astoany matter, if refusal would work a sub-
stantial hardship on the client because of the distinctive
value of the practitioner or the practitioner's firm as counsel
in the particular case.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8,
1985]
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§ 10.63 Withdrawal when the practitioner becomes a
witness.

(& If, after undertaking employment in a proceed-
ing in the Office, a practitioner learns or it is obvious that
the practitioner or another practitioner in the practitioner's
firm ought to sign an affidavit to befiled in the Office or be
called as a witness on behalf of a practitioner's client, the
practitioner shal withdraw from the conduct of the pro-
ceeding and the practitioner's firm, if any, shall not con-
tinue representation in the proceeding, except that the
practitioner may continue the representation and the practi-
tioner or another practitioner in the practitioner's firm may
testify in the circumstances enumerated in paragraphs
(2) through (4) of § 10.62(b).

(b) If, after undertaking employment in a proceed-
ing before the Office, a practitioner learns or it is obvious
that the practitioner or another practitioner in the practitio-
ner's firm may be asked to sign an affidavit to befiled in the
Office or be called as a witness other than on behalf of the
practitioner's client, the practitioner may continue the rep-
resentation until it is apparent that the practitioner's affida-
vit or testimony is or may be prejudicia to the practitioner's
client.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.64 Avoiding acquisition of interest in litigation
or proceeding before the Office.

(& A practitioner shall not acquire a proprietary
interest in the subject matter of a proceeding before the
Office which the practitioner is conducting for a client,
except that the practitioner may:

(1) Acquire a lien granted by law to secure the
practitioner's fee or expenses; or

(2) Contract with aclient for areasonable contin-
gent fee; or

(3) Inapatent case, take an interest in the patent
as part or all of hisor her fee.

(b)  While representing a client in connection with a
contemplated or pending proceeding before the Office, a
practitioner shall not advance or guarantee financial assis-
tance to a client, except that a practitioner may advance or
guarantee the expenses of going forward in a proceeding
before the Office including fees required by law to be paid
to the Office, expenses of investigation, expenses of medi-
cal examination, and costs of obtaining and presenting evi-
dence, provided the client remains ultimately liable for
such expenses. A practitioner may, however, advance any
fee required to prevent or remedy an abandonment of a
client's application by reason of an act or omission
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attributable to the practitioner and not to the client,
whether or not the client is ultimately liable for such fee.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8,
1985]

8§ 10.65 Limiting businessrelationswith aclient.

A practitioner shall not enter into a business transaction
with a client if they have differing interests therein and if
the client expects the practitioner to exercise professiona
judgment therein for the protection of the client, unless the
client has consented after full disclosure.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.66 Refusing to accept or continue employment if
the interests of another client may impair the
independent professional judgment of the
practitioner.

(8 A practitioner shall decline proffered employ-
ment if the exercise of the practitioner's independent pro-
fessiona judgment in behalf of a client will be or is likely
to be adversely affected by the acceptance of the proffered
employment, or if it would be likely to involve the practi-
tioner in representing differing interests, except to the
extent permitted under paragraph (c) of this section.

(b) A practitioner shall not continue multiple
employment if the exercise of the practitioner's indepen-
dent professional judgment in behalf of aclient will beor is
likely to be adversely affected by the practitioner's repre-
sentation of another client, or if it would be likely to
involve the practitioner in representing differing interests,
except to the extent permitted under paragraph (c) of this
section.

(¢) In the situations covered by paragraphs (a) and
(b) of this section, a practitioner may represent multiple cli-
entsif it is obviousthat the practitioner can adequately rep-
resent the interest of each and if each consents to the
representation after full disclosure of the possible effect of
such representation on the exercise of the practitioner's
independent professional judgment on behalf of each.

(d) If a practitioner is required to decline employ-
ment or to withdraw from employment under a Disciplin-
ary Rule, no partner, or associate, or any other practitioner
affiliated with the practitioner or the practitioner's firm,
may accept or continue such employment unless otherwise
ordered by the Director or Commissioner.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8,
1985]
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§ 10.67 Settling similar claimsof clients.

A practitioner who represents two or more clients shall
not make or participate in the making of an aggregate set-
tlement of the claims of or against the practitioner's clients,
unless each client has consented to the settlement after
being advised of the existence and nature of al the claims
involved in the proposed settlement, of the total amount of
the settlement, and of the participation of each personinthe
settlement.

[Added 50 FR 5179, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.68 Avoiding influence by othersthan the client.

(8 Except with the consent of the practitioner's cli-
ent after full disclosure, a practitioner shal not:

(1)  Accept compensation from one other than the
practitioner's client for the practitioner'slegal servicesto or
for the client.

(2)  Accept from one other than the practitioner's
client any thing of value related to the practitioner's repre-
sentation of or the practitioner's employment by the client.

(b) A practitioner shall not permit a person who rec-
ommends, employs, or pays the practitioner to render legal
services for another, to direct or regulate the practitioner's
professional judgment in rendering such legal services.

(c) A practitioner shall not practice with or in the
form of a professional corporation or association autho-
rized to practice law for a profit, if a non-practitioner has
the right to direct or control the professional judgment of a
practitioner.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.69 - 10.75[Reser ved]

§ 10.76 Canon 6.
A practitioner should represent a client competently.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.77 Failing to act competently.
A practitioner shall not:

(@ Handle a legal matter which the practitioner
knows or should know that the practitioner is not compe-
tent to handle, without associating with the practitioner
another practitioner who is competent to handleit.

(b) Handle a legal matter without preparation ade-
quate in the circumstances.
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(c) Neglect alega matter entrusted to the practitio-
ner.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.78 Limiting liability toclient.

A practitioner shall not attempt to exonerate himself or
herself from, or limit his or her liability to, a client for his
or her personal malpractice.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.79 - 10.82[ Reser ved]

§ 10.83 Canon7.
A practitioner should represent a client zealously within
the bounds of the law.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.84 Representing aclient zealousdly.
(8 A practitioner shall not intentionally:

(1) Fail to seek the lawful objectives of a client
through reasonable available means permitted by law and
the Disciplinary Rules, except as provided by paragraph (b)
of this section. A practitioner does not violate the provi-
sions of this section, however, by acceding to reasonable
reguests of opposing counsel which do not prejudice the
rights of the client, by being punctual in fulfilling all pro-
fessional commitments, by avoiding offensive tactics, or by
treating with courtesy and consideration all persons
involved in the legal process.

(2) Fail to carry out a contract of employment
entered into with a client for professional services, but a
practitioner may withdraw as permitted under 88 10.40,
10.63, and 10.66.

(3) Prejudice or damage a client during the
course of a professiona relationship, except as required
under this part.

(b)  Inrepresentation of aclient, a practitioner may:

(1) Where permissible, exercise professional
judgment to waive or fail to assert aright or position of the
client.

(2) Refusetoaid or participate in conduct that the
practitioner believes to be unlawful, even though there is
some support for an argument that the conduct islegal.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8,
1985]
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§ 10.85 Representing aclient within the bounds of the
law.

(& In representation of a client, a practitioner shall

not:

(1) Initiate or defend any proceeding before the
Office, assert a position, conduct a defense, delay atrial or
proceeding before the Office, or take other action on behal f
of the practitioner's client when the practitioner knows or
when it is obvious that such action would serve merely to
harass or maliciously injure another.

(2) Knowingly advance a claim or defense that is
unwarranted under existing law, except that a practitioner
may advance such claim or defense if it can be supported
by good faith argument for an extension, modification, or
reversal of existing law.

(3) Concea or knowingly fail to disclose that
which the practitioner is required by law to reveal.

(4 Knowingly use perjured testimony or false
evidence.

(5 Knowingly make a false statement of law or
fact.

(6) Participate in the creation or preservation of
evidence when the practitioner knows or it is obvious that
the evidence is false.

(7) Counsel or assist a client in conduct that the
practitioner knowsto beillegal or fraudulent.

(8) Knowingly engage in other illegal conduct or
conduct contrary to a Disciplinary Rule.

(b) A practitioner who receives information clearly
establishing that:

(1) A client has, in the course of the representa-
tion, perpetrated a fraud upon a person or tribuna shall
promptly call upon the client to rectify the same, and if the
client refuses or is unable to do so the practitioner shall
reveal the fraud to the affected person or tribunal.

(2) A person other than a client has perpetrated a
fraud upon atribunal shall promptly reveal the fraud to the
tribunal.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.86 [Reserved]

§ 10.87 Communicating with one of adver se interest.
During the course of representation of a client, a practi-
tioner shall not:

(& Communicate or cause another to communicate
on the subject of the representation with a party the practi-
tioner knows to be represented by another practitioner in
that matter unless the practitioner has the prior consent of
the other practitioner representing such other party or is
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authorized by law to do so. It is not improper, however, for
a practitioner to encourage a client to meet with an oppos-
ing party for settlement discussions.

(b) Give advice to a person who is not represented
by a practitioner other than the advice to secure counsdl, if
the interests of such person are or have a reasonable possi-
bility of being in conflict with the interests of the practitio-
ner's client.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.88 Threatening criminal prosecution.

A practitioner shall not present, participate in presenting,
or threaten to present criminal charges solely to obtain an
advantage in any prospective or pending proceeding before
the Office.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.89 Conduct in proceedings.

(& A practitioner shall not disregard or advise acli-
ent to disregard any provision of this Subchapter or a deci-
sion of the Office made in the course of a proceeding
before the Office, but the practitioner may take appropriate
steps in good faith to test the validity of such provision or
decision.

(b) In presenting a matter to the Office, a practitio-
ner shall disclose:

(1) Controlling legal authority known to the prac-
titioner to be directly adverse to the position of the client
and which is not disclosed by opposing counsel or an
employee of the Office.

(2)  Unless privileged or irrelevant, the identities
of the client the practitioner represents and of the persons
who employed the practitioner.

() In appearing in a professional capacity before a
tribunal, a practitioner shall not:

(1) Sateor aludeto any matter that the practitio-
ner has no reasonable basis to believe isrelevant to the case
or that will not be supported by admissible evidence.

(2) Ask any question that the practitioner has no
reasonable basis to believe isrelevant to the case and that is
intended to degrade a witness or other person.

(3) Assert the practitioner's personal knowledge
of the factsin issue, except when testifying as awitness.

(4)  Assert the practitioner's personal opinion asto
the justness of a cause, as to the credibility of awitness, as
to the culpability of a civil litigant, or as to the guilt or
innocence of an accused; but the practitioner may argue, on
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the practitioner's analysis of the evidence, for any position
or conclusion with respect to the matters stated herein.

(5) Engage in undignified or discourteous con-
duct before the Office (see 8 1.3 of the subchapter).

(6) Intentionaly or habitually violate any provi-
sion of this subchapter or established rule of evidence.

[Added 50 FR 5180, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.90 - 10.91[Reser ved]

§ 10.92 Contact with witnesses.

(8 A practitioner shall not suppress any evidence
that the practitioner or the practitioner's client has a legal
obligation to reveal or produce.

(b) A practitioner shall not advise or cause a person
to be secreted or to leave the jurisdiction of a tribunal for
the purpose of making the person unavailable as a witness
therein.

(c) A practitioner shal not pay, offer to pay, or
acquiesce in payment of compensation to a witness contin-
gent upon the content of the witness' affidavit, testimony or
the outcome of the case. But a practitioner may advance,
guarantee, or acquiesce in the payment of:

(1) Expensesreasonably incurred by awitnessin
attending, testifying, or making an affidavit.

(2) Reasonable compensation to a witness for the
witness' loss of time in attending, testifying, or making an
affidavit.

(3) A reasonable fee for the professiona services
of an expert witness.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.93 Contact with officials.

(& A practitioner shall not give or lend anything of
value to a judge, official, or employee of a tribunal under
circumstances which might give the appearance that the
gift or loan is made to influence official action.

(b) In an adversary proceeding, including any inter
partes proceeding before the Office, a practitioner shall not
communicate, or cause another to communicate, as to the
merits of the cause with a judge, officia, or Office
employee before whom the proceeding is pending, except:

(1) In the course of official proceedings in the
cause.

(2) Inwriting if the practitioner promptly delivers
acopy of the writing to opposing counsel or to the adverse
party if the adverse party is not represented by a practitio-
ner.
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(3) Orally upon adeguate notice to opposing
counsel or to the adverse party if the adverse party is not
represented by a practitioner.

(4) Asotherwise authorized by law.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.94 - 10.99[Reser ved]

§ 10.100 Canon 8.

A practitioner should assist in improving the legd sys-
tem.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.101 Action asapublic official.
(8 A practitioner who holds public office shall not:
(1) Use the practitioner's public position to
obtain, or attempt to obtain, a special advantage in legisla-
tive mattersfor the practitioner or for a client under circum-
stances where the practitioner knows or it is obvious that
such action is not in the public interest.
(2)  Usethe practitioner's public position to influ-
ence, or attempt to influence, a tribuna to act in favor of
the practitioner or of aclient.

(3) Accept any thing of vaue from any person
when the practitioner knows or it is obvious that the offer is
for the purpose of influencing the practitioner's action as a
public official.

(b) A practitioner who is an officer or employee of
the United States shall not practice before the Office in
patent cases except as provided in § 10.10(c) and (d).

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8,
1985; para. (b) amended, 54 FR 6520, Feb. 13, 1989]

§ 10.102 Satementsconcerning officials.

(8 A practitioner shall not knowingly make false
statements of fact concerning the qualifications of a candi-
date for election or appointment to a judicial office or to a
position in the Office.

(b) A practitioner shall not knowingly make false
accusations against a judge, other adjudicatory officer, or
employee of the Office.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8,
1985]
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§ 10.103 Practitioner candidate for judicial office.
A practitioner who is a candidate for judicial office shall
comply with applicable provisions of law.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.104 - 10.109[Reser ved]

§ 10.110 Canon 9.
A practitioner should avoid even the appearance of pro-
fessional impropriety.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.111 Avoiding even the appearance of impropriety.

(& A practitioner shall not accept private employ-
ment in a matter upon the merits of which he or she has
acted in ajudicial capacity.

(b) A practitioner shall not accept private employ-
ment in a matter in which he or she had personal responsi-
bility while a public employee.

(c) A practitioner shal not state or imply that the
practitioner is able to influence improperly or upon irrele-
vant grounds any tribunal, legislative body, or public offi-
cia.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.112 Preserving identity of funds and property of
client.

(& All funds of clients paid to a practitioner or a
practitioner's firm, other than advances for costs and ex
penses, shall be deposited in one or more identifiable bank
accounts maintained in the United States or, in the case of a
practitioner having an office in a foreign country or regis-
tered under § 10.6(c), in the United States or the foreign
country.

(b) No funds belonging to the practitioner or the
practitioner's firm shall be deposited in the bank accounts
required by paragraph (a) of this section except as follows:

(1) Funds reasonably sufficient to pay bank
charges may be deposited therein.

(2) Funds belonging in part to aclient and in part
presently or potentialy to the practitioner or the practitio-
ner's firm must be deposited therein, but the portion
belonging to the practitioner or the practitioner's firm may
be withdrawn when due unless the right of the practitioner
or the practitioner's firm to receive it is disputed by the
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client, in which event the disputed portion shall not be
withdrawn until the dispute is finally resolved.
(c) A practitioner shall:

(1) Promptly notify a client of the receipt of the
client'sfunds, securities, or other properties.

(2) Identify and label securities and properties of
a client promptly upon receipt and place them in a safe
deposit box or other place of safekeeping as soon as practi-
cable.

(3) Maintain complete records of all funds, secu-
rities, and other properties of a client coming into the pos-
session of the practitioner and render appropriate accounts
to the client regarding the funds, securities, or other proper-
ties.

(49 Promptly pay or deliver to the client as
requested by a client the funds, securities, or other proper-
ties in the possession of the practitioner which the client is
entitled to receive.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.113 - 10.129[Reser ved]

INVESTIGATIONS AND DISCIPLINARY
PROCEEDINGS

§ 10.130 Reprimand, suspension or exclusion.

(8 The Commissioner may, after notice and oppor-
tunity for a hearing, (1) reprimand or (2) suspend or
exclude, either generaly or in any particular case, any indi-
vidua, attorney, or agent shown to be incompetent or dis-
reputable, who is guilty of gross misconduct, or who
violates a Disciplinary Rule.

(b) Petitions to disqualify a practitioner in ex parte
or inter partes cases in the Office are not governed by
§§ 10.130 through 10.170 and will be handled on a case-
by-case basis under such conditions as the Commissioner
deems appropriate.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.131 Investigations.

(8 The Director is authorized to investigate possi-
ble violations of Disciplinary Rules by practitioners. See
§10.2(b)(2).

(b)  Practitioners shall report and reveal to the Direc-
tor any knowledge or evidence required by § 10.24. A prac-
titioner shall cooperate with the Director in connection with
any investigation under paragraph (@) of this section and
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with officials of the Office in connection with any disci-
plinary proceeding instituted under 8 10.132(b).

(c) Any nonpractitioner possessing knowledge or
information concerning a violation of a Disciplinary Rule
by a practitioner may report the violation to the Director.
The Director may require that the report be presented in the
form of an affidavit.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.132 Initiating a disciplinary proceeding; refer-
ence to an administrative law judge.

(@ If after conducting an investigation under
§ 10.131(a) the Director is of the opinion that a practitioner
has violated a Disciplinary Rule, the Director shdl, after
complying where necessary with the provisions of 5 U.S.C.
558(c), call a meeting of the Committee on Discipline. The
Committee on Discipline shall then determine as specified
in § 10.4(b) whether a disciplinary proceeding shal be
instituted under paragraph (b) of this section.

(b) If the Committee on Discipline determines that
probable cause exists to believe that a practitioner has vio-
lated a Disciplinary Rule, the Director shall intitute a dis-
ciplinary proceeding by filing a complaint under § 10.134.
The complaint shall be filed in the Office of the Director. A
disciplinary proceeding may result in:

(1) A reprimand, or
(2) Suspension or exclusion of a practitioner
from practice before the Office.

()  Upon the filing of a complaint under § 10.134,
the Commissioner will refer the disciplinary proceeding to
an administrative law judge.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.133 Conference between Director and practitio-
ner; resignation.

(8 General. The Director may confer with a practi-
tioner concerning possible violations by the practitioner of
a Disciplinary Rule whether or not a disciplinary proceed-
ing has been instituted.

(b) Resignation.Any practitioner who is the subject
of an investigation under § 10.131 or against whom a com-
plaint has been filed under § 10.134 may resign from prac-
tice before the Office only by submitting with the Director
an affidavit stating his or her desire to resign.

(c) Iffiled prior to the date set by the administrative
law judge for a hearing, the affidavit shall state that:

(1) Theresignation is freely and voluntarily prof-
fered;

R-198



PATENT RULES

(2) The practitioner is not acting under duress or
coercion from the Office;

(3) The practitioner is fully aware of theimplica
tions of filing the resignation;

(4) The practitioner is aware (i) of a pending
investigation or (ii) of charges arising from the complaint
alleging that he or she is guilty of a violation of the Patent
and Trademark Office Code of Professional Responsihility,
the nature of which shall be set forth by the practitioner to
the satisfaction of the Director;

(5) The practitioner acknowledges that, if and

when he or she applies for reinstatement under § 10.160,
the Director will conclusively presume, for the limited pur-
pose of determining the application for reinstatement, that:

(i) The facts upon which the complaint is
based are true and

(i)  The practitioner could not have success-
fully defended himself or herself against (A) charges predi-
cated on the violation under investigation or (B) charges set
out in the complaint filed against the practitioner.

(d) If filed on or after the date set by the administra-
tive law judge for a hearing, the affidavit shall make the
statements required by paragraphs (b) (1) through (4) of
this section and shall state that:

(1) The practitioner acknowledges the facts upon
which the complaint is based are true; and

(2) The resignation is being submitted because
the practitioner could not successfully defend himself or
herself against (i) charges predicated on the violation under
investigation or (ii) charges set out in the complaint.

(e) When an affidavit under paragraphs (b) or (c) of
this section is received while an investigation is pending,
the Commissioner shall enter an order excluding the practi-
tioner “on consent.” When an affidavit under paragraphs
(b) or (c) of this section is received after a complaint under
§ 10.134 has been filed, the Director shall notify the admin-
istrative law judge. The administrative law judge shall enter
an order transferring the disciplinary proceeding to the
Commissioner and the Commissioner shall enter an order
excluding the practitioner “on consent.”

(f) Any practitioner who resigns from practice
before the Office under this section and who intends to
reapply for admission to practice before the Office must
comply with the provisions of § 10.158.

() Settlement. Before or after a complaint is filed
under § 10.134, a settlement conference may occur
between the Director and a practitioner for the purpose of
settling any disciplinary matter. If an offer of settlement is
made by the Director or the practitioner and is not accepted
by the other, no reference to the offer of settlement or its
refusal shall be admissible in evidence in the disciplinary
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proceeding unless both the Director and the practitioner
agree in writing.

[Added 50 FR 5181, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.134 Complaint.

(& A complaint instituting a disciplinary proceed-
ing shall:

(1) Name the practitioner, who may then be
referred to as the “respondent.”

(2) Give a plain and concise description of the
aleged violations of the Disciplinary Rules by the practi-
tioner.

(3) State the place and time for filing an answer
by the respondent.

(4 Sate that a decision by default may be
entered against the respondent if an answer is not timely
filed.

(5) Besigned by the Director.

(b) A complaint will be deemed sufficient if it fairly
informs the respondent of any violation of the Disciplinary
Rules which form the basis for the disciplinary proceeding
so that the respondent is able to adequately prepare a
defense.

[Added 50 FR 5182, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.135 Service of complaint.

(& A complaint may be served on a respondent in
any of the following methods:

(1) By handing a copy of the complaint person-
ally to the respondent, in which case the individual handing
the complaint to the respondent shall file an affidavit with
the Director indicating the time and place the complaint
was handed to the respondent.

(2) By mailing a copy of the complaint by
“Express Mail” or first-class mail to:

(i) A registered practitioner at the address for
which separate notice was last received by the Director or

(i) A nonregistered practitioner at the last
address for the respondent known to the Director.

(3) By any method mutually agreeable to the
Director and the respondent.

(b) If a complaint served by mail under paragraph
(a)(2) of this section isreturned by the U.S. Postal Service,
the Director shall mail a second copy of the complaint to
the respondent. If the second copy of the complaint is also
returned by the U.S. Postal Service, the Director shall serve
the respondent by publishing an appropriate notice in the
Official Gazette for four consecutive weeks, in which case
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the time for answer shall be at least thirty days from the
fourth publication of the notice.

(c) If arespondent is a registered practitioner, the
Director may serve simultaneously with the complaint a
letter under § 10.11(b). The Director may require the
respondent to answer the § 10.11(b) letter within a period
of not less than 15 days. An answer to the § 10.11(b) letter
shal congtitute proof of service. If the respondent fails to
answer the § 10.11(b) letter, his or her name will be
removed from the register as provided by § 10.11(b).

(d) If the respondent is represented by an attorney
under § 10.140(a), a copy of the complaint shall aso be
served on the attorney.

[Added 50 FR 5183, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.136 Answer to complaint.

(&  Timefor answer. An answer to a complaint shall
be filed within a time set in the complaint which shall be
not less than thirty days.

(b) With whom filed. The answer shall be filed in
writing with the administrative law judge. The time for fil-
ing an answer may be extended once for a period of no
more than thirty days by the administrative law judge upon
a showing of good cause provided a motion requesting an
extension of time is filed within thirty days after the date
the complaint isfiled by the Director. A copy of the answer
shall be served on the Director.

(c) Content. The respondent shall include in the
answer a statement of the facts which constitute the
grounds of defense and shall specificaly admit or deny
each allegation set forth in the complaint. The respondent
shall not deny a material alegation in the complaint which
the respondent knows to be true or state that respondent is
without sufficient information to form a belief as to the
truth of an allegation when in fact the respondent possesses
that information. The respondent shall aso state affirma-
tively special matters of defense.

(d) Failure to deny allegations in complaint. Every
allegation in the complaint which is not denied by arespon-
dent in the answer is deemed to be admitted and may be
considered proven. No further evidence in respect of that
allegation need be received by the administrative law judge
at any hearing. Failure to timely file an answer will consti-
tute an admission of the allegations in the complaint.

(6 Reply by the Director. No reply to an answer is
required by the Director and any affirmative defense in the
answer shall be deemed to be denied. The Director may,
however, file a reply if he or she chooses or if ordered by
the administrative law judge.
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[Added 50 FR 5183, Feb. 6, 1985, effective Mar. 8,
1985; amended 50 FR 25073, June 17, 1985]

§ 10.137 Supplemental complaint.
False statements in an answer may be made the basis of
asupplemental complaint.

[Added 50 FR 5183, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.138 Contested case.

Upon the filing of an answer by the respondent, a disci-
plinary proceeding shall be regarded as a contested case
within the meaning of 35 U.S.C. 24. Evidence obtained by
a subpoena issued under 35 U.S.C. 24shall not be admitted
into the record or considered unless leave to proceed under
35 U.S.C. 24was previously authorized by the administra-
tive law judge.

[Added 50 FR 5183, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.139 Administrative law
responsibilities;
orders; stays.

(& Appointment. An administrative law judge,
appointed under 5 U.S.C. 3105, shall conduct disciplinary
proceedings as provided by this part.

(b) Responsibilities. The administrative law judge
shall have authority to:

(1) Administer oaths and affirmations;

(20 Make rulings upon motions and other
requests;

(3) Rule upon offers of proof, receive relevant
evidence, and examine witnesses,

(4)  Authorize the taking of a deposition of a wit-
ness in lieu of personal appearance of the witness before
the administrative law judge;

(5) Determine the time and place of any hearing
and regulate its course and conduct;

(6) Hold or provide for the holding of confer-
ences to settle or simplify the issues;

(7) Receive and consider oral or written argu-
ments on facts or law;

(8) Adopt procedures and modify procedures
from time to time as occasion requires for the orderly dis-
position of proceedings;

(99 Makeinitia decisions under § 10.154; and

(10) Perform acts and take measures as necessary
to promote the efficient and timely conduct of any disci-
plinary proceeding.

judge;
review of

appointment;
interlocutory
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(c) Time for making initial decision. The adminis-
trative law judge shall set times and exercise control over a
disciplinary proceeding such that an initial decision under
§ 10.154 is normally issued within six months of the date a
complaint is filed. The administrative law judge may, how-
ever, issue an initial decision more than six months after a
complaint isfiled if in hisor her opinion there exist unusual
circumstances which preclude issuance of an initial deci-
sion within six months of thefiling of the complaint.

(d) Review of interlocutory orders. An interlocutory
order of an administrative law judge will not be reviewed
by the Commissioner except:

(1) When the administrative law judge shall be of
the opinion (i) that the interlocutory order involves a con-
trolling question of procedure or law as to which thereis a
substantial ground for a difference of opinion and (ii) that
an immediate decision by the Commissioner may materi-
ally advance the ultimate termination of the disciplinary
proceeding or

(2) In an extraordinary situation where justice
requires review.

(e) Says pending review of interlocutory order. If
the Director or a respondent seeks review of an interlocu-
tory order of an administrative law judge under paragraph
(b)(2) of this section, any time period set for taking action
by the administrative law judge shall not be stayed unless
ordered by the Commissioner or the administrative law
judge.

[Added 50 FR 5183, Feb. 6, 1985, effective Mar. 8,
1985; amended 50 FR 25073, June 17, 1985]

§ 10.140 Representative for Director or respondent.

(& A respondent may be represented before the
Office in connection with an investigation or disciplinary
proceeding by an attorney. The attorney shall file awritten
declaration that he or she is an attorney within the meaning
of § 10.1(c) and shall state:

(1) The address to which the attorney wants cor-
respondence related to the investigation or disciplinary pro-
ceeding sent and

(2) A telephone number where the attorney may
be reached during normal business hours.

(b) The Commissioner shall designate at least two
associate solicitors in the Office of the Solicitor to act as
representatives for the Director in disciplinary proceedings.
In prosecuting disciplinary proceedings, the designated
associate solicitors shal not involve the Solicitor or the
Deputy Solicitor. The Solicitor and the Deputy Solicitor
shall remain insulated from the investigation and prosecu-
tion of al disciplinary proceedings in order that they shall
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be available as counsel to the Commissioner in deciding
disciplinary proceedings.

[Added 50 FR 5183, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.141 Filing of papers.

(& Theprovisionsof § 1.8 of this subchapter do not
apply to disciplinary proceedings.

(b)  All papers filed after the complaint and prior to
entry of an initial decision by the administrative law judge
shall be filed with the administrative law judge at an
address or place designated by the administrative law
judge. All papers filed after entry of an initial decision by
the administrative law judge shall be filed with the Direc-
tor. The Director shall promptly forward to the Commis-
sioner any paper which requires action under this part by
the Commissioner.

(c) The administrative law judge or the Director
may provide for filing papers and other matters by hand or
by “Express Mail.”

[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.142 Service of papers.

(&  All papers other than a complaint shall be served
on arespondent represented by an attorney by:

(1) Delivering a copy of the paper to the office of
the attorney; or

(2) Mailing acopy of the paper by first-class mail
or “Express Mail” to the attorney at the address provided
by the attorney under § 10.140(a)(1); or

(3 Any other method mutually agreeable to the
attorney and arepresentative for the Director.

(b)  All papers other than a complaint shall be served
on arespondent who is not represented by an attorney by:

(1) Delivering a copy of the paper to the respon-
dent; or

(2) Mailing acopy of the paper by first-class mail
or “Express Mail” to the respondent at the address to which
acomplaint may be served or such other address as may be
designated in writing by the respondent; or

(3 Any other method mutually agreeable to the
respondent and a representative of the Director.

(c) A respondent shall serve on the representative
for the Director one copy of each paper filed with the ad
ministrative law judge or the Director. A paper may be
served on the representative for the Director by:

(1) Delivering a copy of the paper to the repre-
sentative; or
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(2) Mailing acopy of the paper by first-class mail
or “Express Mail” to an address designated in writing by
the representative; or

(3 Any other method mutually agreeable to the
respondent and the representative.

(d) Each paper filed in a disciplinary proceeding
shall contain therein a certificate of service indicating:

(1) Thedate of which service was made and

(2) Themethod by which service was made.

(e) The administrative law judge or the Commis-
sioner may require that a paper be served by hand or by
“Express Mail.”

(f)  Service by mail is completed when the paper
mailed in the United Statesis placed into the custody of the
U.S. Postal Service.

[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.143 Motions.

Motions may be filed with the administrative law judge.
The administrative law judge will determine on a case-by-
case basis the time period for response to a motion and
whether replies to responses will be authorized. No motion
shdl be filed with the administrative law judge unless such
motion is supported by a written statement by the moving
party that the moving party or attorney for the moving party
has conferred with the opposing party or attorney for the
opposing party in an effort in good faith to resolve by
agreement the issues raised by the motion and has been
unable to reach agreement. If issues raised by a motion are
resolved by the parties prior to a decision on the motion by
the administrative law judge, the parties shall promptly
notify the administrative law judge.

[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.144 Hearings.

(& The administrative law judge shall preside at
hearings in disciplinary proceedings. Hearings will be
stenographically recorded and transcribed and the testi-
mony of witnesses will be received under oath or affirma-
tion. The administrative law judge shall conduct hearingsin
accordance with 5 U.S.C. 556. A copy of the transcript of
the hearing shall become part of the record. A copy of the
transcript shall be provided to the Director and the respon-
dent at the expense of the Office.

(b) If the respondent to a disciplinary proceeding
falls to appear at the hearing after a notice of hearing has
been given by the administrative law judge, the administra-
tive law judge may deem the respondent to have waived the
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right to a hearing and may proceed with the hearing in the
absence of the respondent.

() A hearing under this section will not be open to
the public except that the Director may grant arequest by a
respondent to open his or her hearing to the public and
make the record of the disciplinary proceeding available for
public inspection, provided, Agreement is reached in
advance to exclude from public disclosure information
which is privileged or confidential under applicable laws or
regulations. If adisciplinary proceeding resultsin disciplin-
ary action against a practitioner, and subject to § 10.159(c),
the record of the entire disciplinary proceeding, including
any settlement agreement, will be available for public
inspection.

[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.145 Proof; variance; amendment of pleadings.

In case of a variance between the evidence and the ale-
gationsin a complaint, answer, or reply, if any, the adminis-
trative law judge may order or authorize amendment of the
complaint, answer, or reply to conform to the evidence.
Any party who would otherwise be prejudiced by the
amendment will be given reasonable opportunity to meet
the allegations in the complaint, answer, or reply, as
amended, and the administrative law judge shall make find-
ings on any issue presented by the complaint, answer, or
reply as amended.

[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.146 - 10.148[Reser ved]

§ 10.149 Burden of proof.

In adisciplinary proceeding, the Director shall have the
burden of proving his or her case by clear and convincing
evidence and a respondent shall have the burden of proving
any affirmative defense by clear and convincing evidence.

[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.150 Evidence.

(& Rulesof evidence. Therules of evidence prevail-
ing in courts of law and equity are not controlling in hear-
ings in disciplinary proceedings. However, the ad
ministrative law judge shall exclude evidence which is
irrelevant, immaterial, or unduly repetitious.

(b)  Depositions. Depositions of witnesses taken pur-
suant to § 10.151 may be admitted as evidence.
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(c) Government documents. Official documents,
records, and papers of the Office are admissible without
extrinsic evidence of authenticity. These documents,
records, and papers may be evidenced by a copy certified as
correct by an employee of the Office.

(d)  Exhibits. If any document, record, or other paper
isintroduced in evidence as an exhibit, the administrative
law judge may authorize the withdrawal of the exhibit sub-
ject to any conditions the administrative law judge deems
appropriate.

(e) Objections. Objections to evidence will be in
short form, stating the grounds of objection. Objections and
rulings on objectionswill be apart of the record. No excep-
tion to the ruling is necessary to preserve the rights of the
parties.

[Added 50 FR 5184, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.151 Depositions.

(8 Depositions for use at the hearing in lieu of per-
sonal appearance of awitness before the administrative law
judge may be taken by respondent or the Director upon a
showing of good cause and with the approval of, and under
such conditions as may be deemed appropriate by, the
administrative law judge. Depositions may be taken upon
oral or written questions, upon not less than ten days writ-
ten notice to the other party, before any officer authorized
to administer an oath or affirmation in the place where the
deposition is to be taken. The requirement of ten days
notice may be waived by the parties and depositions may
then be taken of a witness at a time and place mutually
agreed to by the parties. When a deposition is taken upon
written questions, copies of the written questions will be
served upon the other party with the notice and copies of
any written cross-questions will be served by hand or
“Express Mail” notless than five days before the date of the
taking of the deposition unless the parties mutually agree
otherwise. A party on whose behalf a deposition is taken
shall fileacopy of atranscript of the deposition signed by a
court reporter with the administrative law judge and shall
serve one copy upon the opposing party. Expenses for a
court reporter and preparing, serving, and filing depositions
shall be borne by the party at whose instance the deposition
istaken.

(b)  When the Director and the respondent agree in
writing, a deposition of any witness who will appear volun-
tarily may be taken under such terms and conditions as may
be mutually agreeable to the Director and the respondent.
The deposition shall not be filed with the administrative
law judge and may not be admitted in evidence before the
administrative law judge unless he or she orders the deposi-
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tion admitted in evidence. The admissibility of the deposi-
tion shall lie within the discretion of the administrative law
judge who may reject the deposition on any reasonable
basis including the fact that demeanor is involved and that
the witness should have been called to appear personally
before the administrative law judge.

[Added 50 FR 5185, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.152 Discovery.
Discovery shall not be authorized except asfollows:

(8 After an answer is filed under § 10.136 and
when a party establishes in a clear and convincing manner
that discovery is necessary and relevant, the administrative
law judge, under such conditions as he or she deems appro-
priate, may order an opposing party to:

(1) Answer a reasonable number of written
requests for admission or interrogatories,

(2)  Produce for inspection and copying a reason-
able number of documents; and

(3) Produce for inspection a reasonable number
of things other than documents.

(b) Discovery shal not be authorized under para-
graph (&) of this section of any matter which:

(1) Will be used by another party solely for
impeachment or cross-examination;

(2) Isnot available to the party under 35 U.S.C.
§122;

(3) Relates to any disciplinary proceeding com-
menced in the Patent and Trademark Office prior to March
8, 1985;

(4 Relatesto experts except asthe administrative
law judge may require under paragraph (e) of this section.

(5 Isprivileged; or

(6) Relates to mental impressions, conclusions,
opinions, or legal theories of any attorney or other repre-
sentative of a party.

(c) The administrative law judge may deny discov-
ery requested under paragraph (@) of this section if the dis-
covery sought:

(1) Will unduly delay the disciplinary proceed-
ing;

(2) Will place an undue burden on the party
required to produce the discovery sought; or

(3) Is available (i) generally to the public, (ii)
equally to the parties; or (iii) to the party seeking the dis-
covery through another source.

(d)  Prior to authorizing discovery under paragraph
(8 of this section, the administrative law judge shall
require the party seeking discovery to file a motion
(8 10.143) and explain in detail for each request made how
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the discovery sought is necessary and relevant to an issue
actually raised in the complaint or the answer.

(e) The administrative law judge may require par-
ties to file and serve, prior to any hearing, a pre-hearing
statement which contains:

(1) A list (together with a copy) of al proposed
exhibits to be used in connection with a party's case-in-
chief,

(2) Alist of proposed witnesses,

(3) Asto each proposed expert witness:

(i)  Anidentification of the field in which the
individual will be qualified as an expert;

(i) A statement as to the subject matter on
which the expert is expected to testify; and

(i) A statement of the substance of the facts
and opinions to which the expert is expected to testify,

(4) The identity of government employees who
have investigated the case, and

(5) Copies of memoranda reflecting respondent's
own statements to administrative representatives.

(f)  After awitnesstestifies for a party, if the oppos-
ing party requests, the party may be required to produce,
prior to cross-examination, any written statement made by
the witness.

[Added 50 FR 5185, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.153 Proposed findings and conclusions; post-
hearing memorandum.

Except in cases when the respondent has failed to answer
the complaint, the administrative law judge, prior to mak-
ing an initial decision, shall afford the parties a reasonable
opportunity to submit proposed findings and conclusions
and a post-hearing memorandum in support of the proposed
findings and conclusions.

[Added 50 FR 5185, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.154 Initial decision of administrative law judge.
(&  The administrative law judge shall make an ini-
tial decision in the case. The decision will include (1) a
statement of findings and conclusions, as well as the rea-
sons or basis therefor with appropriate references to the
record, upon all the material issues of fact, law, or discre-
tion presented on the record, and (2) an order of suspension
or exclusion from practice, an order of reprimand, or an
order dismissing the complaint. The administrative law
judge shall file the decision with the Director and shall
transmit a copy to the representative of the Director and to
the respondent. In the absence of an appeal to the Commis-
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sioner, the decision of the administrative law judge will,
without further proceedings, become the decision of the
Commissioner of Patents and Trademarks thirty (30) days
from the date of the decision of the administrative law
judge.

(b) The initial decision of the administrative law
judge shall explain the reason for any penalty or reprimand,
suspension or exclusion. In determining any penalty, the
following should normally be considered:

(1) Thepublicinterest;

(2) The seriousness of the violation of the Disci-
plinary Rule;

(3) Thedeterrent effects deemed necessary;

(4) Theintegrity of thelegal profession; and

(5 Any extenuating circumstances.

[Added 50 FR 5185, Feb. 6, 1985, effective Mar. 8,
1985; amended 50 FR 25073, June 17, 1985]

§ 10.155 Appeal tothe Commissioner.

(8  Within thirty (30) days from the date of the ini-
tial decison of the administrative law judge under
§10.154, either party may appea to the Commissioner. If
an appeal istaken, the timefor filing a cross-appea expires
14 days after the date of service of the appeal pursuant to
§ 10.142 or 30 days after the date of the initia decision of
the administrative law judge, whichever is later. An appeal
or cross-appeal by the respondent will be filed and served
with the Director in duplicate and will include exceptions
to the decisions of the administrative law judge and sup-
porting reasons for those exceptions. If the Director files
the appeal or cross-appeal, the Director shall serve on the
other party a copy of the appeal or cross-appeal. The other
party to an appeal or cross-appea may file areply brief. A
respondent's reply brief shall be filed and served in dupli-
cate with the Director. The time forfiling any reply brief
expiresthirty (30) days after the date of service pursuant to
§ 10.142 of an appeal, cross-appeal or copy thereof. If the
Director files a reply brief, the Director shall serve on the
other party a copy of the reply brief. Upon the filing of an
appeal, cross-apped, if any, and reply briefs, if any, the
Director shall transmit the entire record to the Commis-
sioner.

(b) Theappeal will be decided by the Commissioner
on the record made before the administrative law judge.

(c) The Commissioner may order reopening of a
disciplinary proceeding in accordance with the principles
which govern the granting of new trials. Any request to
reopen a disciplinary proceeding on the basis of newly dis-
covered evidence must demonstrate that the newly discov-
ered evidence could not have been discovered by due
diligence.
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(d) Inthe absence of an appeal by the Director, fail-
ure by the respondent to appea under the provisions of this
section shall be deemed to be both acceptance by the
respondent of the initial decision and waiver by the respon-
dent of the right to further administrative or judicial review.

[Added 50 FR 5185, Feb. 6, 1985, effective Mar. 8,
1985; para. (d) added, 54 FR 26026, June 21, 1989, effec-
tive Aug. 1, 1989; para. (8) amended, 60 FR 64125, Dec.
14, 1995, effective Jan. 16, 1996]

8§ 10.156 Decision of the Commissioner.

(8 Anappea from aninitia decision of the admin-
istrative law judge shall be decided by the Commissioner.
The Commissioner may affirm, reverse, or modify the ini-
tial decision or remand the matter to the administrative law
judge for such further proceedings as the Commissioner
may deem appropriate. Subject to paragraph (c) of this sec-
tion, a decision by the Commissioner does not become a
final agency action in a disciplinary proceeding until 20
days after it is entered. In making afinal decision, the Com-
missioner shall review the record or those portions of the
record as may be cited by the parties in order to limit the
issues. The Commissioner shall transmit a copy of the final
decision to the Director and to the respondent.

(b) A final decision of the Commissioner may dis-
miss adisciplinary proceeding, reprimand a practitioner, or
may suspend or exclude the practitioner from practice
before the Office.

(c) A singlerequest for reconsideration or modifica
tion of the Commissioner's decision may be made by the
respondent or the Director if filed within 20 days from the
date of entry of the decision. Such a reguest shall have the
effect of staying the effective date of the decision. The
decision by the Commissioner on the request is a final
agency action in a disciplinary proceeding and is effective
on its date of entry.

[Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8,
1985; para. () amended and para. (¢) added, 54 FR 6660,
Feb. 14, 1989]

§ 10.157 Review of Commissioner'sfinal decision.

(& Review of the Commissioner's final decision in
adisciplinary case may be had, subject to § 10.155(d), by a
petition filed in the United States District Court for the Dis-
trict of Columbia. See 35 U.S.C. 32 and Loca Rule 213 of
the United States District Court for the District of Colum-
bia.

(b) The Commissioner may stay a final decision
pending review of the Commissioner's final decision.
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[Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8,
1985; amended 53 FR 13120, Apr. 21, 1988; para. (a)
amended, 54 FR 26026, June 21, 1989, effective Aug. 1,
1989]

§ 10.158 Suspended or excluded practitioner.

(& A practitioner who is suspended or excluded
from practice before the Office under § 10.156(b) shall not
engage in unauthorized practice of patent, trademark and
other non patent law before the Office.

(b)  Unless otherwise ordered by the Commissioner,
any practitioner who is suspended or excluded from prac-
tice before the Office under § 10.156(b) shall:

(1) Within 30 days of entry of the order of sus-
pension or exclusion, notify al bars of which he or sheisa
member and all clients of the practitioner for whom he or
sheis handling matters before the Office in separate written
communications of the suspension or exclusion and shall
file a copy of each written communication with the Direc-
tor.

(2)  Within 30 days of entry of the order of sus-
pension or exclusion, surrender aclient's active Office case
files to (i) the client or (ii) another practitioner designated
by the client.

(3) Not hold himself or herself out as authorized
to practice law before the Office.

(4 Promptly take any necessary and appropriate
steps to remove from any telephone, legal, or other direc-
tory any advertisement, statement, or representation which
would reasonably suggest that the practitioner is authorized
to practice patent, trademark, or other non-patent law
before the Office, and within 30 days of taking those steps,
file with the Director an affidavit describing the precise
nature of the steps taken.

(5) Not advertise the practitioner's availability or
ability to perform or render legal services for any person
having immediate, prospective, or pending business before
the Office.

(6) Not render legal advice or servicesto any per-
son having immediate, prospective, or pending business
before the Office as to that business.

(7)  Promptly take stepsto change any sign identi-
fying a practitioner's or the practitioner's firm's office and
the practitioner's or the practitioner's firm's stationery to
del ete therefrom any advertisement, statement, or represen-
tation which would reasonably suggest that the practitioner
is authorized to practice law before the Office.

(8) Within 30 days, return to any client any
unearned funds, including any unearned retainer fee, and
any securities and property of the client.

(c) A practitioner who is suspended or excluded
from practice before the Office and who aids another
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practitioner in any way in the other practitioner's practice
of law before the Office, may, under the direct supervision
of the other practitioner, act as a paraegal for the other
practitioner or perform other services for the other practi-
tioner which are normally performed by lay-persons, pro-
vided:

(1) The practitioner who
excluded is:

(i) A salaried employee of:

(A) The other practitioner;

(B) The other practitioner's law firm; or

(C) A client-employer who employs the
other practitioner as a salaried employee;

(2) The other practitioner assumes full profes-
sional responsibility to any client and the Office for any
work performed by the suspended or excluded practitioner
for the other practitioner;

(3) The suspended or excluded practitioner, in
connection with any immediate, prospective, or pending
business before the Office, does not:

(i)  Communicate directly in writing, orally, or
otherwise with aclient of the other practitioner;

(i) Render any lega advice or any legal ser-
vicesto aclient of the other practitioner; or

(iii) Meet in person or in the presence of the
other practitioner with:

(A) Any Office officia in connection with
the prosecution of any patent, trademark, or other case;

(B) Any client of the other practitioner, the
other practitioner's law firm, or the client-employer of the
other practitioner;

(C) Any witness or potential witness which
the other practitioner, the other practitioner's law firm, or
the other practitioner's client-employer may or intends to
call as awitness in any proceeding before the Office. The
term “witness’ includes individuals who will testify orally
in a proceeding before, or sign an affidavit or any other
document to be filed in, the Office.

(d)  When asuspended or excluded practitioner acts
as a paralegal or performs services under paragraph (c) of
this section, the suspended or excluded practitioner shall
not thereafter be reinstated to practice before the Office
unless:

(1) The suspended or excluded practitioner shall
have filed with the Director an affidavit which (i) explains
in detail the precise nature of al paralegal or other services
performed by the suspended or excluded practitioner and
(ii) shows by clear and convincing evidence that the sus-
pended or excluded practitioner has complied with the pro-
visions of this section and al Disciplinary Rules, and

(2) The other practitioner shal have filed with
the Director a written statement which (i) shows that the

is suspended or
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other practitioner has read the affidavit required by sub-
paragraph (d)(1) of this section and that the other practitio-
ner believes every statement in the affidavit to be true and
(i) states why the other practitioner believes that the sus-
pended or excluded practitioner has complied with para-
graph (c) of this section.

[Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.159 Notice of suspension or exclusion.

(8 Upon issuance of a final decision reprimanding
a practitioner or suspending or excluding a practitioner
from practice before the Office, the Director shall give
notice of the final decision to appropriate employees of the
Office and to interested departments, agencies, and courts
of the United States. The Director shall also give notice to
appropriate authorities of any State in which a practitioner
isknown to be a member of the bar and any appropriate bar
association.

(b) The Director shall cause to be published in the
Official Gazette the name of any practitioner suspended or
excluded from practice. Unless otherwise ordered by the
Commissioner, the Director shall publish in the Official
Gazette the name of any practitioner reprimanded by the
Commissioner.

(c) The Director shall maintain records, which shall
be available for public inspection, of every disciplinary
proceeding where practitioner is reprimanded, suspended,
or excluded unless the Commissioner orders that the pro-
ceeding be kept confidential.

[Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.160 Petitioner for reinstatement.

(8 A petition for reinstatement of a practitioner sus-
pended for a period of less than five years will not be con-
sidered until the period of suspension has passed.

(b) A petition for reinstatement of a practitioner
excluded from practice will not be considered until five
years after the effective date of the exclusion.

() Anindividual who has resigned under § 10.133
or who has been suspended or excluded may file a petition
for reinstatement. The Director may grant a petition for
reinstatement when the individual makes a clear and con-
vincing showing that the individual will conduct himself or
herself in accordance with the regulations of this part and
that granting a petition for reinstatement is not contrary to
the public interest. As a condition to reinstatement, the
Director may require the individual to:
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(1) Meet the requirements of 8§ 10.7, including
taking and passing an examination under § 10.7(b) and

(2) Pay dl or aportion of the costs and expenses,
not to exceed $1,500, of the disciplinary proceeding which
led to suspension or exclusion.

(d)  Any suspended or excluded practitioner who has
violated the provisions of § 10.158 during his or her period
of suspension or exclusion shall not be entitled to reinstate-
ment until such time as the Director is satisfied that a
period of suspension equa in time to that ordered by the
Commissioner or exclusion for five years has passed during
which the suspended or excluded practitioner has complied
with the provisions of § 10.158.

(e) Proceedings on any petition for reinstatement
shall be open to the public. Before reinstating any sus-
pended or excluded practitioner, the Director shall publish
in the Official Gazette a notice of the suspended or excluded
practitioner's petition for reinstatement and shall permit the
public a reasonable opportunity to comment or submit evi-
dence with respect to the petition for reinstatement.

[Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.161 Savingsclause.
(& A disciplinary proceeding based on conduct
engaged in prior to the effective date of these regulations
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may be instituted subsequent to such effective date, if such
conduct would continue to justify suspension or exclusion
under the provisions of this part.

(b)  No practitioner shall be subject to a disciplinary
proceeding under this part based on conduct engaged in
before the effective date hereof if such conduct would not
have been subject to disciplinary action before such effec-
tive date.

[Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8,
1985]

§ 10.162 - 10.169[Reser ved]

§ 10.170 Suspension of rules.

(& In an extraordinary situation, when justice
requires, any requirement of the regulations of this part
which is not a requirement of the statutes may be sus-
pended or waived by the Commissioner or the Commis-
sioner's designee, sua sponte, or on petition of any party,
including the Director orthe Director's representative, sub-
ject to such other requirements as may be imposed.

(b)  Any petition under this section will not stay a
disciplinary proceeding unless ordered by the Commis-
sioner or an administrative law judge.

[Added 50 FR 5186, Feb. 6, 1985, effective Mar. 8,
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PART 15 — [Reserved]

[Part 15 removed and reserved, 61 FR 42807, Aug. 19,
1996]

PART 15a — [Reserved]

[Part 15a removed and reserved, 61 FR 42807, Aug.
19, 1996]
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SUBCHAPTER C - PROTECTION OF
FOREIGN MASK WORKS

PART 150 — REQUESTSFOR
PRESIDENTIAL PROCLAMATIONS
PURSUANT TO 17 U.S.C. 902()(2)

150.1 Definitions.

150.2 Initiation of evaluation.
150.3 Submission of requests.
150.4 Evaluation.

150.5 Duration of proclamation.
150.6 Mailing Address.

Authority: 35 U.S.C. 6; E.O. 12504, 50 FR 4049, 3 CFR
1985 Comp. p. 335.
§ 150.1 Definitions.

(& Commissioner means Assistant Secretary and
Commissioner of Patents and Trademarks.

(b)  Foreign government means the duly-constituted
executive of aforeign nation, or an international or regiona
intergovernmental organization which has been empowered
by its member states to request issuance of Presidential
proclamations on their behalf under this part.

(¢) Interim order means an order issued by the Sec-
retary of Commerce under 17 U.S.C. 914.

(d) Mask work means a series of related images,
however fixed or encoded —

(1) Having or representing the predetermined,
three-dimensional pattern of metallic, insulating, or semi-
conductor material present or removed from the layers of a
semiconductor chip product; and

(2) In which series the relation of the images to
one another isthat each image has the pattern of the surface
of oneform of the semiconductor chip product.

(e) Presidential proclamation means an action by
the President extending to foreign nationas, domiciliaries
and sovereign authorities the privilege of applying for reg-
istrations for mask works pursuant to 17 U.S.C. 902.

() Request means a request by a foreign govern-
ment for the issuance of a Presidential proclamation.

(g) Proceeding means a proceeding to issue an
interim order extending protection to foreign nationals,
domiciliaries and sovereign authorities under 17 U.S.C.
Chapter 9.

(h)  Secretary means the Secretary of Commerce.

[Added, 53 FR 24447, June 29, 1988, effective August
1, 1988]
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§ 150.2 Initiation of evaluation.

(8 The Commissioner independently or as directed
by the Secretary, may initiate an evaluation of the propriety
of recommending the issuance, revision, suspension or
revocation of a section 902 proclamation.

(b) The Commissioner shall initiate an evaluation of
the propriety of recommending the issuance of a section
902 proclamation upon receipt of a request from a foreign
government.

[Added, 53 FR 24447, June 29, 1988, effective August
1, 1988]

§ 150.3 Submission of requests.

(8 Requests for the issuance of a section 902 proc-
lamation shall be submitted by foreign governments for
review by the Commissioner.

(b) Requests for issuance of a proclamation shall
include:

(1) A copy of theforeign law or legal rulings that
provide protection for U.S. mask works which provide a
basis for the request.

(2) A copy of any regulations or administrative
orders implementing the protection.

(3) A copy of any laws, regulations, or adminis-
trative orders establishing or regulating the registration (if
any) of mask works.

(4 Any other relevant laws, regulations, or
administrative orders.

(5) All copies of laws, lega rulings, regulations,
or administrative orders submitted must be in unedited,
full-text form, and if possible, must be reproduced from the
original document.

(6) All material submitted must be in the original
language, and if not in English, must be accompanied by a
certified English trand ation.

[Added, 53 FR 24447, June 29, 1988, effective August
1, 1988]

§ 150.4 Evaluation.

(8 Upon submission of arequest by a foreign gov-
ernment for the issuance of a section 902 proclamation, if
an interim order under section 914 has not been issued, the
Commissioner may initiate a section 914 proceeding if
additional information is required.

(b) If an interim order under section 914 has been
issued, the information obtained during the section 914 pro-
ceeding will be used in evaluating the request for a section
902 proclamation.

(c) After the Commissioner receives the request of a
foreign government for a section 902 proclamation, or after
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a determination is made by the Commissioner to initiate
independently an evaluation pursuant to 8 150.2(a) of this
part, a notice will be published in the Federal Register to
request relevant and material comments on the adequacy
and effectiveness of the protection afforded U.S. mask
works under the system of law described in the notice.
Comments should include detailed explanations of any
alleged deficiencies in the foreign law or any alleged defi-
ciencies in its implementation. If the alleged deficiencies
include problems in administration such as registration, the
respondent should include as specifically as possible full
detailed explanations, including dates for and the nature of
any aleged problems. Comments shall be submitted to the
Commissioner within sixty (60) days of the publication of
the Federal Register notice.

(d) The Commissioner shall notify the Register of
Copyrights and the Committee on the Judiciary of the Sen-
ate and the House of Representatives of the initiation of an
evaluation under these regulations.

(e) If the written comments submitted by any party
present relevant and materia reasons why a proclamation
should not issue, the Commissioner will:

(1) Contact the party raising the issue for verifi-
cation and any needed additional information;

(2) Contact the requesting foreign government to
determine if the issues raised by the party can be resolved,;
and,

(i)  If theissues are resolved, continue with the
evaluation; or,

(i) If the issues cannot be resolved on this
basis, hold a public hearing to gather additiona informa-
tion.

(f)  The comments, the section 902 request, infor-
mation obtained from a section 914 proceeding, if any, and
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information obtained in a hearing held pursuant to para-
graph (e)(ii) of this section, if any, will be evaluated by the
Commissioner.

(99 The Commissioner will forward the information
to the Secretary, together with an evaluation and adraft rec-
ommendation.

(h) The Secretary will forward a recommendation
regarding the issuance of a section 902 proclamation to the
President.

[Added, 53 FR 24448, June 29, 1988, effective August
1, 1988]

§ 150.5 Duration of proclamation.

(&  The recommendation for the issuance of a proc-
lamation may include terms and conditions regarding the
duration of the proclamation.

(b) Requests for the revision, suspension or revoca-
tion of a proclamation may be submitted by any interested
party. Requests for revision, suspension or revocation of a
proclamation will be considered in substantially the same
manner as requests for the issuance of a section 902 procla-
mation.

[Added 53 FR 24448, June 29, 1988, effective August
1, 1988]

§ 150.6 Mailing address.

Requests and all correspondence pursuant to these
guidelines shall be addressed to: Commissioner of Patents
and Trademarks, Box 4, Washington, D.C. 20231.

[Added 53 FR 24448, June 29, 1988, effective August
1, 1988]
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