UIREMENT 7 Must Elect. Even 3

= Examiner 80301 o versed  S18.03(b) e
RESTRICTION—'W1 N PROPER 803 . Must Traverse to Preserve Ra“h
_Reasons For Ins 1 1Re&lriLtmn S08 R ; \um,,;

806.01

e Conipm i1me ject Matter .
v Patenta dered - 806.02

- Single Embodim ims Diefining Same Fssential
“ Features, . 80460 .
Independeni. Inve

l,.imms_._ Tu ~,,\qn Ele ted

‘Office Genaraily 1
Oftice May Saiy

‘ . SINTIEPEND-
l;.\(‘l‘ OR }'){\’IZ\I 1\1
Citation of Arr
Indieaie Exacily How
stricted  S14

To e Re- rrﬁ 311 anrw *’1.01 '

Species-—OQenus MELGE !d
Species S08.01ia;
Species May Be Related. 1 ,,mmu\ K603 1y TUR
Claims Restricted To ‘spm':os SOG.041 e
By Mutnally Exelnsive ‘Charactovistios - Copending
3(f) : S = Dioutile [‘?1"14 !
Species Must Be Patentably Distinet: From Eseh Nullificaricg. of  Dwble  Patenting  Rejection
Other and From Genus S06.04(h . SO34.083
Na Speejes Clajms 000204
Generie Claims Linking Speeies 800,02
Generie Claim Not Allowable  SO9.02(n)
Generie Claim Allowable  SO0.02¢(h)

,zu Examiner 82201
lojection

Terminnl Disclaiter Avoiding Donuble Patenting
Rejootims S04,02
Terminal Dricchiimer Not Applicahie. 04,03

Generie Ciaims Bejeried When Presented for First Submiscian To Group Diveetar  S404
Time Afier Jewe of Specios SOG040) PATENTABILITY REPORT PRACTICE HAN NO
Gonerie Cladms 0 One Patent Only  SUfisds i ERFFECT iy BESTRICTION PRACTICR SOV
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Az‘mn Follow
No species ¢l
szenerio clail

816

H1T

1 La(h Qther nd 1‘1011. Ge ; >
ic Claims Rejected When Pretef' 818 Electi
Fxrct Time After Icsue of §r £18.01 Eler
“in One Patent ('ml 818,07
' ‘ ' €18027a3
818.02(bH)

1y ﬂ]etw:m? Cancellatinn
spress Flection and Travers
Response Must Be Comple

81803(h) Must Elect, Eve ' Requirement 18

.05 (D)
w05 (c)

MO 0) -
818,03 ()

6 0501

Traverse of Non-Allowance of Linking

MO () S18.08(d)
. 2 ness oo [ I'Unl"
&7 Patentability Report t Practice HSN no Effect on S18.030e) JAp phnmr must. mike his own Electinn

(}ﬁu @t xwwmh\ «mw: qnof. Permit $hift
Office May Waive Blection and Permit Shift
2 Permissible Shift

o Restriction Practice ,
SR Rmson& for Insisting Upon Restrlrvtmn
45,01 Tndependent Invention

%801 (a)  Species '8"0 01 o ¢ mimm.n on i‘mizmsd-»«-‘NM an Election
802 Related Inventions U009 inferferente ]asm wNot an Flection
wrCClaims Linking Distinet Inventions 921 Trentment of Claims H«‘:m {6 be Trrawn to Non-
i Cenerie Claim Linking Species © olecteld Trventions
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$21.05 - Afte
821,03 Claims for
0O

If'the ‘other’
sional applica

~ ments of secti A is
~ the benefit of the filing date of the

a requirement for restricti , ,
en made, or on an applieati fled as 3 ] 11T HE X
cuch 2 requirement, shall not be used as a referent eLweenn dependent nventio
cither in the Patent Office ol he cou el -ould clearly have

. divisional application or’ -aﬁthmtity'or ¢
““tion or any pi nt issued ndent inventions only.
divisional appiication is fil e inipi*dber as’ between
the patent on the other application. . such as the ones
applieation  is ,flil-c‘cte{l:ism)e]y to.subj : ation above. - Such
zeribed and -:~1:1inmd'in;,th_e m‘,ig‘inz_\l applicati was cleat ower . t of Con-
vith signing and exe- . . , i the statute’

A B of a patent shall., ommittees
not be guestioned for: fallure ‘of the Commissioner to '
require the application to be rés

Rules 141 rt'\bxéfiiglfj‘,;leiﬁ, ‘*.i'li,iq}j?‘x‘vi‘ll be quoted
under pertinent topics, outline Office practice
on guestions of restrictior '

" the Commissioner may (is
eution by the inventor. T

and nothing
A " 10 indicate any mten
,.ted‘\to, one invention. Jaw on this subje
of the term.

, i e inventions (frequently 't
802.01 Meaning of “Independent”. tions) such as used for illustration above may
“Distinet” be properly divided if they are, 1n fact, “dis-

i tinet™ inventions, even though dependent.

35 17.8.C. 121 quoted in the preceding secti While in ordinary parlance, two inventions
ctates that the Commissioner may require re that are “independent” (i.e., not dependent)
strietion if twn or more “independent and, ‘might also be considered as accurately termed
tinet” inventions are claimed in one applica- sdistinet”, the converse is not frue. Inventions
tion. Tn Rule 141 the statement is made that = that may be «distinet” may be dependent, and
two or more “independent and distinet inven- “thus the ferm “independent” could not accu-

18
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(1) species |
es are not usable toge ,
process. and apﬁaratus incapable of bemg

sed in practicing the process, etc.

e term “dlstmct” means that two or 1 'ore :

bjects as disclosed are counec
“ operation, or effect, ie., they a
example as combinatio

~tion) thereof, process and: appamtus for its

Eracnce process Aan roduct made, etc.,
ut are capable of separate manufacture, use

~ or sale as claimed, and are patentable over

“each other ( though thev may each be unpatent-
noted
~ that in this definition the term %related” is

~able because of the prior art). It will

used as an alternative for “dependent™ in re-

'fermng to. sub;ecfs other than mdependent '

~subj ects.
It is further noted that the terms “mde-

with varying meanings. All decisions shouid
be read careful]y to determine the meaning
mtended :

802 02 Deﬁmtmn of Restrlctxon

Rectnvhon, a genenc tem includes. fhat", :

~practice of requiring an election between dis-

“tinct or dependent inventions, e.g., election be-
tween combination and qubmmhmatlon inven-
tions, and the pr‘ichce relating to an election
‘between independent inventions,e. g an e]echon
of species.
803 Restrlcuon——When Proper [R—,

20] e

Under the statute an apphcatlon may prop-
erly be required to be restricted to one of two

: mdependem (sections 806.04-806.0413)) or dis-
tinct (sections 806.05-806.05(g) ).
Jf it i= demonstrated that two or more (hmmd
inventions have no disclosed relationship (i.e.,
~ “independent”), restriction should he required,
and it is not necessary to further show that the
elaimed inventions ave distinct.  If it is demon-

have a disclosed relationship (i.e., “dependent”),
then n showing of distinctness iz required to
substantiate a restricfion requirenent.

d part (subcombina- resulted from compliance with an iuaproper

~_requirement for restriction, it still remains im-

pendent” and “dlstmct” are used in decisions

in rhe manner set’ ont in sectmn 804 03.

804.01

or more claimed inventions only if they are

strated that two of more ¢laimed inventions

119

191 being dxscretlonary mth :
‘Commissioner, it becomes very important dmz .
the practice under thi

dministered. Notw;thstandl

*" this section apparently protects the'appimt ’

against the dangers that previously might have

portant from the standpoint of the public

_ nterest that no requirements be made which

~might result in the issuance of two patents
for the same invention. Therefore to rd
against this possxb:hty, the Primary Exam-
iner must personallv rewew all requirements for
restriction. , '

804-, Definition of Double Patenting
, [R- 20] s

The term “double patentmg” is properly ap-
phcable only to cases involving two or more
applications and/or patents havmg the same in-
ventive entity and where an invention claimed
in one case is the same as, or not patentably
distinct from, an invention already claimed.

The term “double p‘w.tentmg" should not be ap-

phed to situations involving commonly owed
cases of different inventive entities.

Sole and joint inventors cannot constitute a
single entity, nor do two or more sets of joint
inventors constitute a single entity if any indi-
vidual is included in either set who is not also
included in the other. Commonly owned cages
of different inventive entities are to be tre cated

Nul]:ﬁcatmn of Douhle Patenta P
ing Rejection [R-20]

35 U.S.C. 121, third sentence, provxdes that
where the Office requires restriction, the patent
of either the parent or any divisional applica-
tion thereof conforming to the requirement can-

not be used as a reference against the other.

This apparent nullification of double patenting
as a_gronnd of rejection or invalidity in such
cases imposes a heavy burden on the Office to
gruard against erroneous requirements for re-

~stricrion where the claims define essentially the

Rev., 20, Apr. 1960



ance of several patents f i
The apparent nullification of double patent-
ing a% & ground of rejection or invalidity raises
~ many troublesome questions as to mexnin
situations where it applies. ' '
A. Srruations Waene 35 U.S.C.
~ {a) The applicant voluntarily files two or -
i e camwithout'mquirementkby,the;exama‘ i1 4
m' B 5 ; e . i
(b) The claims of the different applica-
tions or patents are not consonant with the
wirement made by the Examiner, due to the
fact that the claims have been changed in ma-.
teria] respects from the claims at the time the
irement wasmade.
(¢) The requirement was ma
the nonallowance of generic or ot
claims and such linking claims are subee
_quently allowed. : e

'B. Srroations WHERE 35
- ENTLY APPLIES i
Tt is considered that

121 Does Kot

US.C. 121 Ave

the prohibition against
~ holdings of double patenting applies to re-
irements for restriction between the related
subjects treated in sections 806.04 through
806.05(g), namely, between combination and
subcombination thereof, between subcombina-
_ tions disclosed as usable together, between
process and apparatus for its practice, between
process and product made by such process and
between apparatus and product made by such
apparatus, ete., 0 long as the claims in each
case filed as a result of such requirement are .

 Uimited to its separate subject.

804.02 Terminal Disclaimer Avoiding
"~ Double Patenting Rejection
~ [R-20] o

If two or more cases are filed by a single in-

ventive entity, and if the expiration dates of
the patents, granted or to be granted, are the
same, either because of a common issue date or
by reason of the filing of one or more terminal
diselaimers, two or more paten:
be granted, provided the claims of the different
a3 are not drawn to the same invention (Inre .

USPQ 804). S e
('laims that differ from each other (aside from '
minor differences in language, punctuation.
ete.), whether or not the difference is obvious.
are not considered to be drawn tothe same inven-

Rev. 20, Apr. 1989 120

_ tinued between comm

~ claimer can

‘the basis for ;
35 U.S.C. 102 or 103. and is not conn
any extension ‘
 Accor

conflicting claims
" marcation between

~ such cla

_comply with this requiremen

atents may properly  gr
203(b).
 If after taking out a patent, a commoh

Knohl, 155 USPQ 586;: In re Griswold, 150

‘that the assignee, by

sclaimers should include a provision
tent shall expire immediately if it
commonly owned with the other ap-

I ,,r‘iiﬁ’”!‘e!l%g the inventions
and a terminal disclaimer 18

 Terminal Disclaimer Not Ap-
licable — Commonly Owned
Cases Different Inyen!ivp

e

srovision of Ruls 201(c)

not be declared or con-
ymonly owned cases unless
ovwn therefor. A terminal dis-
ve no effect in this situation, since
refusing more than one patent is
ected with

waership, and the |
hat interferences wi

00d cause

of monopoly. ; ,
ingly, the assignee of two or ‘more
ifferent inventive entities, containing
must maintain a line of de-
them. If such a line is not
maintained and one of the cases is in condition
claims covering the conflictin
r should be suggested as provide
in Rule 203; care being taken to insure that
ims cover all the conflicting matter.
be called on to state which
entity is the prior inventor of that subject mat-
ter and to limit the claims of the other applica-
tion accordingly. If the assignee does not
; t and presents the
in both cases, an interfer-
; lared. Attention is directed
to Rule 208 if there is a commeon attorney. If
suggested claims are not presented within the
time allowed, rejection should be made on the
ound of disclaimer as indicated in Rule

cases

The assignee should

interfering claims
ence should be dec

assignee presents claims for the first time in &
copending application not patentably distinct
from the claims in the patent, the claims of the
application should be rejected on the ground
taking out the patent at

a time when the application was not claiming




§ mventwe o5
~ patent, issu ere
_are not patentably distinct, the asszgnee shou
alled on to make a determmatmn of
in the case of ‘pending apphcatl'
‘ ‘etemmarmn indicates that the g
_to the senior entity a re;ectmn under 35 L.
102 or 103 =houl& be made. If no electio
“'made and the ) g
entity, an inte ere 4
_election of the appli ~ant {senior entity) as

first inventor should not be accepted mtnoutﬁ«
acomp]ete (not terminal) rhsclmmer of the con-

s ﬂ ('tmo- claims in t! e pqrent

804 04 Submlséxon to Group Dlrector'

In order to promme uni
“action contammg a rejectio
double patenting of either
sional case (where the divisi
~ because of a requirement to

~a requirement to elect species,

arent or, a le’]-

: .»nmde by the

for approval prior to mailing. When the
re]eohon on the gmur*d oftdoub]e patentmz is

'80:) Effect of Improp“"
‘ Patent [R—-lﬁ]

35 U.S.C. 121, last ~er~tence provides: “The
validity of a patent shall not be queqnoned for
failure of the Comm oner to reqmre the ap
plication to be rest
other words, under rhis

claimed therein;

806 Dotermmatlon of Dl mctness or

Independence of Claimed Inven- b

[R-20]

tions

ness or independence are elnmentary, and may
be summarized as follows:

1. Where inventions are’ 1ndepmdent (i.e.,
_ no disclosed relation therehetween), restriction,
to one thereof isx ordinarily proper, sections
806.04--806.04(3), t}mn;zn up to 5 species may be
claimed when there is ar allowed elaim & generic
thmotu Rule 141, serting- \()‘)0)~8()‘) ()')(0)

rm- ‘p_x“acﬁce, ,ev’éi"y. :
‘on the ground of

' - Office) must be =nhmarted tothe Group Director

to one invention.” In
statute, no ‘patent can
ke held void for improper ]omder of iny ont10r~

The ,r_roneml prmr"p]fe rel:itmg to distinet- .

120.1

mmd, ; ,
ince, 1f restriction is requzredn ,
B ouble patenting cannot be held,
it is imperative the requirement should never
ade, where related inventions as claimed
10t d1~tmet For (2) and (3) see section? o

In paéSing upon questions of dmxb’e patent«' '
ing and restriction, it is the claimed subject

o ‘matter that is considered and such claimed ,
subject matter must be compared in order to

etermine the quectlon of d:stmotne:s or mde-
pendence ; S ,

 "806 02 Pa!entablhty Not Cons:dered"

For the purpose of a decision on the question

ct, including = of restriction, and for this purpose only, the o

claims are ordmarllv assumed to be in proper
form and patenmble over the prior art.
This assumption, of course, 1s not continued
after the question of restriction is settled and
the question. of patentahﬂ!ty of the several

chlma in view of pt‘lOl‘ art is taken up.

k806 03 Smgle Embodlment, ; Clalms’f o
 Defining Same Essennal Fear‘ ‘
tures | :

Where the c]mmq of an apphcatlon deﬁne .

_the same essential characteristics of a szngle
- disclosed embodiment of an invention, restric-

tion therebetween should never be required.
his is because the claims are but different
definitions of the same disclosed subject mat-

ter, varying in breadth or scope of definition.

Where such claims appear in different appli-
cations optionally filed by the same inventor,
‘disclosing  the same embodiments, on’iy one
application can be allowed.

806.04 Indvpendnnl Inventions [R- |

20]

Rule 141. Different inventions in one application.
Tvwo or more independent and distinet inventions may
not he cluimed in one application except that more than
one species of an invention, not to exceed five, may be

~specifieally elnimed in different clafms in one applica-

Rev, 20, Aprlwl)




, prov! 05 iocindee 20 allow. imwi to imtmmuzaiy ofmh&ﬁsp&dwt -
'ab!n"!&émmsﬂcmaﬁ tox and gl the  inventions. For example: s , ,
wo different combi mwm disclozed ‘

claims to each species

15 capable of usc together, having different
odes of opemtmn, different functionsor differ-
independent. An article of ap-
‘Qhoe, an‘ ga, }acomotwa bearmg o

Rev. 20, Apr. 1969 1202



quently presented where

i lscl%ﬁd hav

g To exemphfv, a clai
 subcombina tmn, e.g.; the :
of a join T genus claim to'
‘two formsS of a combmatlon. e.g.; two different

forms of 'a doughnut ‘ '
“‘: unﬂ?e the same formof join

g,
. in Figures
ic. claim. should read on
t'a clain
s generic.
subcombma- ,

o
pecies.

bpeme , ‘
related. nnder the particular di e a generic claim
inventions "'dlqo] sed an re -hot : isting in- the case of a'
(a) species under a ¢ e and (b) "n. general, a generic claim
“yelated, then the stion” of e my B ouirz mclude no materml element addltmnal
 determined by by ' acti o theose recited in the species claims, and must -
plicable to elect omprehend within its confines the organiza-
, npplu able to othe: n covered in each of the species. -
' 1@ purpose of obmmmg claims to more
redd. e ‘species in the same case. the generic
, umpk- i f nt s ii ; , aim ~annot include lnmtat:om not: me:ent in o
usable with each other ma of the added species claims.  QOtherwise
. SOMIE: COMININI generic m*entmn 11 @) Q : " stated, the claims to the species which can be
‘Healx 15“ C.D.15%: :84 0.GL 1281, a clar included in g :
andle bar stern and a specifically different - cies must contain '111 the
nlamp for a seat post hoth usable together on  generic claim.- : :
a bicycle were claimed. . In his decision, the Onee a claim that is detemmned tebﬂ gene
commissioner considered both the restriction  is allowed, the claims restricted to species in
practice under election of species and the prac-  addition 1o one but not to exceed four addi-
tice applicable {0 restriction betsween (r)1nh1n.1~ _tional species, provided they comply with the
tion and subeombinations, requirements, will| ordinarily be obviously al-
“As n further exaimple, species of -dﬂ](;ﬂ com-  lowable in view of the ‘lllo“:mrp of the generic
claim, since the additional species will depend

, pmmds may be related to each other as mtm-,
mediate and final produet, Thus these species  thereon or ntherw:sv include all of the hmlta-

ave not_independent and jn order 1o sustain 1 tions thereof.
restriction requirement, distinerness must -be When all or emna of the claims dn'ected to
shown. Distinctnessis proven if it canbe shown  one of the species in addition to the first do
that the intermediate produet is nsefn] other  not ineclude all the limitations of the generic
than fto make the final pmthwt £ )thM’x\ha the  claim. then that np«\oma cannot be chlmed in
disclosed relationship wounld preclude their  the same case with the other species, see
heing issned in separate patents, RO9.02( ) (2).

121 Rev. 18, Oet, 1908



may be restricted t
iment (ie. a singl

emmdxment 3
_‘tion cont‘

icted respectively

different. specle fact that one c]zum re

cites limitations which wn¢ 2
found in a first species but a

while a second claim recites llmlhtlons di
“elosed only for the second species and not

first. This is frequently expressed by saving

that claims to be restricted to different specie
must recite the mutually ptcluclve chqmcteri-
ties of such species.

806.04(h)

and From Genus

Where an applicant files adi ,1smna1 appm
cation claiming a species prevlousl) claimed
in the parent case, pursuant to and consonan:
with a requirement to restrict, there should be
no detmmmatmn of whether or not the species

claimed in the divisional application is pat-
entable over the species retained in the parent
cCase.

In an application containing claims directed
to more than five species. the Examiner qhould
not require restriction to five species nnless li
i satisfied that he would bhe prepared to allow
claims to each of the claimed species over the
parent case, if presented in a divisional appli-

cation filed aceording 1o the requirement.  Re-
ctriction should not e required if the spercies

Rev. 18, Ol 190K

‘tions for plm al

~copending.

Species ‘\Iust Be Patentabl\' |
Distinet From Edch Other

. elaimed are distinet,

3¢

pr
rhﬂ"eren(‘e. See 804, 01 fmd 804.02.

806 04 (l) Genemc Clalme Rej?cgﬁd’

Wll en Presented for

Where an apphcai

10“ ed ey en. ;

rie Claims in One Par
] [R-18}
in 'covermg two or mare *pecws
ly claimed in two or more
-entor issued on copend-
mfr apphmi ns must all be present in o single
one of the patents. If present in two or more
patents, the generic claims in the later patents
are void. ’lhu« generic claims in an applica-
tion should be rejected on the ground of dou-
ble patenting in view of the generic 2laims of
the patent.

806.05 Related Inventions [R-18]

Where two or more related inventions ave
being claimed, the principal question 1o be de-
termined in econnection with a requirement to
restriet or a rejection on the ground of double
patenting is whether or not the invenilons as
H they are not distinet,




15' never mpm* If clamwd in se
p’:‘ ouble mmm&ag

i’ﬂn ;S,

rats applicati ;
cept where t

must be held
plications w:
ment to restrict.
. The various

- fnoted in the fol

80603(:!) Combination or
tion and, ubcombmatnon

additional ap-

owing sections.

gatmn is an or-

A combination or an a
ombmatmn or ele-

~ ganization of which a sul
ment is a part.

gregatlon is not material to questions of re-

striction or to questions of donble patenting.
Relative to questions of restriction where a

combination is alleged, the claim thereto must
be assumed to be allowable as

ammer to the contrary. When a claim is
found in a patent, it has already been found

by the Office to be for a combination and not
an aggregation and must be treated on that

basis.
Combination claims ( other than combmatlon

,'clalms which are also genus claims linking

specics claims) whether allowable, allowed. or
not ‘allowed and considered the subject of a
proper restriction requirement should ‘be
grouped as a separate invention, see § 808.05(c).

Combination claims which under. past prac-

tice may have served as a basis for joining

claimed” inventions are not considered to be
linking claims. Likewize rejoinder of re-
strlcted inventions,
claim be allowed, will not be permitted.

806.05(b) ,
Subcombination [R-25]

Restriction is ordinarily not proper between

a combination (AB) that the Examiner holds

to be old and unpatentable and the subcombina-
tion (B) in which the Examiner holds the

novelty. if an
(‘ D. H4, 315 (y)'(y. 308K,

806.05 ()

(qoe § 820.01.)

Criteria of Distinctness for
Combination, Subcombina-
tion or Element of a Com-
ination—Related Inven-
tions [R-18]

To support a requirement to restrict between
the claimed inventions of two or more combina-

tions; of two or more subcombinations; of two
or more elements of a combination: of a

explanatmn one

filed mnsona:-t wzth a mquu'e-‘
- distineiness;

irs: of "related'mveutxm are

- field of search.

are classifiable togetlier:

~can be shown to
for inventive effort when an explanation in-

The distinction between combination and ag-' ;
~dicates  a recos:mtxon of separate effort by

inted out in

§ 806. 02, in the absence of a holding by the Ex- 3
- search is shown. even though the two are classi-

fied togerhnr

should any combination
ferent process,

- Old Combination—Novelk

to reside, ex parte Donnell 1923

nstrate by appropriate
"ffollnwmg crzgenl; for

(1) Separate classlﬁcatmn themof
This shows that each distinct subject has at-

~ tained a recogmtmn in the art as a separate sub-

ject for inventive eﬁ’a and also a separate

(2) A se arate' statu% m the art when they
Even though they are classified tooether as

shown by apprognate explanation, each subject
have formed a separate subject

inventors.
S (8 A d}ﬁerent field of ~=mrc:h

Where it 1 necessary to search for.one of the

distinet subjects in place~ where no pertinent art
to the other subject exists, a different field of

The indicated different field of
search must in fact be {))ertment to the t\pe of
sub]ect matter covered by the clalms e

f806 Oo (e) Process and Apparams for k,

Its Practlce—-Dnstmctnese
[R—18] ' : ,

Process and apparatus for its practice can
~ be shown to be distinct inventions, if either or

“ both of the following can be shown: (1) that
“the process
" other materially different apparatus or by
‘hand, or (2) that the apparatus as claimed can

as claimed can be practiced by an-

be used to practice another and matenall\ dlf- .

Product | o

806.05(f) Process and
[R-

 Mad e-—sttmctness
18] ;

A proces; and a product made by the rocess
can be shown to be distinct inventions if either

‘or both of the following can be shown: (1)
that the

rocess as claimed is not an obvious
process of making the product and the process
as elaimed can be used to make other and dif-
ferent products, or (2) that the product as
claimed can be made by anothe1 and materially
different process.

806.05(g) Appmtus
Made—Distinctness

25]

The eriteria are the same as in § M)Glh(f)
substituting apparatus for process.

and Produet
[R~-

Rev, 25, July 1970

 806.95(g)

eombmmtwn md subwnbmatmn, oF 3 combi-
nation and an element of a combination, tha




_ent, ie., where they are not connected in de- -

mm.n or‘ PATENT EXAMINTNG PROCEDURE |
' : discussed and reasons. udvumod leading

nclusion that tha disclosed relation
»revent restriction, in order to estab-

: o £ } = propriety of rsehstmc;mn. be ,
Patentabihtv regort prac*;ee § 705), hasno Election of species should not reqmred if
ect upon, and does not modify in any way, the species claimed lare considered cleariy un-
the practice of restriction, l:eing desxgned ¥ patentable‘mer each other. In making a re-
‘merelv' to fscﬂztate the handii £ qlmrement for restriction in an application
‘ ~ claiming plural species, the Examiner should
~ group tOgether species considered clearly un-
patentable over each other, with the statement
ST N . that restrictien as between those «;pecxes is not
striction . required. :
: Electzon of species should be uired prior
Eve uirement trict has two as- req P!
pects, r(yl)reg}e 7 asons’t?asrg(ist nguished from “to a search on the merits (1) in all applications -
the mere statement of conclusion) why the in-  CORfaining c]alms toa plu)rahtv of species with
ventions as clzimed are either independent or no generic claims, and (2) in all applications
distinet, and (2) the reasons for insisting upon L\t;ntimjng]both species claims 'md generic or
restriction therebetween. - , arsush claims .
: ~ Inall apphcgtmns in whul:h no species cla}lms
£ are present and a generic claim recites such a
808.01 Independent Inventlons . multiplicity of specg1e= that an unduly extensive
[R"Z'SJ 0 ~ and burdensome search is required, a require-
Where the mventlons claimed are mdepend ‘ment for an election of species should be made
prior to a search of the generic claim. -
In all cases where a generic claim is found
allowable, the apphcqtzon should be treated as
indicated in §§ 809.02(b), (c) or (e). If an

'sxgn operatzon or effect under the disclosure of
the particular application under consideration

(§ 806.04) . the facts relied upon for this con-
clusion are in essence the reasons for insisting election is made pursuant to a telephone re-
wpon restriction. This situation, except for quirement, the next action should include a full.
species, is but rarely presented, since persons = and complete action on the elected species as
‘well as on any generxc claim that may be

will seldom file an application contammg dm- :
closures of independent things. : preeent , :
808.01 (a) Species [R-25] 808.02 Related Inventions [R—2S]
Where there is no disclosure of telahoﬁéﬁitif Where, as disclosed in the arpllcqtmn, the
between speries {see § 806.04(b) ), they areinde-  several inventions claimed are related, and such
- related inventions are not ‘patentably distinct as

pendent inventions and election of one is man-
datory even though applicant disagrees with claimed, restriction is never proper (§ 806.05).

the Examiner. Where the Examiner decides  If applicant optionally I‘e~trl('t::, double patent-

that there iz a patentable distinction between ing may be held.
the species as claimed, see §806.04(h). Thus Where the related inventions as claimed in-

the reasons for mmstmg upon election of one  volve different statutory classes {e.g., process
species, are the facts relied upon for the con-  and apparatus for its practice, process and
_clusion’ that there are claims restricted respec- product made, or apparatus and product made)
tlvely to two or more different species that are  and are shown to be distinct under the criteria
~disclosed in the application, and it is not nec- of $§806.05(e-g), the Examiner, in order

_essary to show a separate status in the art or  to establish reasons for insisting upon restric-
separate classification. tion (see § 808(2)), must show by appropriate

A single disclosed species must be elected as explanation one of the following additional
a prerequisite to applying the provisions of criteria for distinctness: :

Rule 141 to four additional species if a generw (1) Separate classification thereof:
claim is allowed. This shows that each distinet subject has at-

Even though the Examiner rejects the generic  tained recognition in the art as a separate sub-
claims, and even though the applicant cancels ject for inventive effort, and also a separate

the same and thus admits that the genus is un-  field of search.
patentable, where there is a relationship dis- = (2) .\ separate status in the art when they

closed between species such disclosed relation  are classifiable together;
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. distinet subjects in- ;
art to the other subject exists, a different field
1, though the two are s

- action by the Examiner shonld be made final.

BEGTRICTION ;

Even though they are classified togeth
'shewn by the appropriate explanation
subject can be shown to have formed a sep:
subject for inventive effort an explan
indicates a recognition of separate inventive
fort by inventors. .

(3) A differen

Where it is ne

ry to searc
Iaces whe

_of search is shown, eve ,
classified  together. The indicated different
field of search must in fact |
tvpe of subje atter covered

Where. hov :
and the field of search is the same and there is
no clear indication of separate future classifi-

cation and field of search, no reasons exist for

dividing among related inventions. This is
particularly true in the manufacturing arts
where manufacturing processes and the result-
ant product are classified together, e.g. Carbon

patenting will not be held, and restriction will
not be required.

~ Where the related inventions involve com-

binations, subcombinations, elements of a com-

reasons for insisting upon restriction there-

ing of distinctness under the criteria of

§806.05(c).

[R-25]

Where upon examination of an application
containing claims to distinct inventions linking
claims are found, restriction should neverthe-
less be required. See § 809.03 for definition of
linking claims. -
It should be noted that a claim drawn to an
~aggregation or combination: does not link claims
to two or more elements thereof, or to two or
more subcombinations, see § 506.05(a).

tions

A letter including only a restriction require-

ment or a telephoned requirement to restrict
(the latter being encouraged) will be effected,

specifying which claims are considered linking.

See § 812,01 for telephone practice in restriction
requirements. ; , b

No art will be indicated for this type of link-
ing claim and no rejection of these claims made.

A 30-day shortened statutory period will bhe
set for response to a written requirement. Such
action will not be an “action on the merits” for

125

or one of the |
0 pertinent

be pertinent to the
, y the claims, .
. the classification is the same

- Compounds Class 260. Under these circum-
_stances. applicant may optionally restrict fo
one of plural distinet inventions since double

between (see § 808(2) ) are implicit in the show-

809 Claims Linking Distinet Inven-

809.02

the purpose of the @On&,action final prograsa.

To be complete, a response to a requirement
made according to this section need only include
a proper election. :

A basic policy of the streamlined examining

- program is that the secend action on the merits

should be made final. In those applications
wherelna requirementformsttiction ‘or election
is accompanied by a complete action on the
merits of all the claims, such action will be ¢on-

sidered to be an action on the merits and the next

When preparing a final action in an application
where applicant has traversed the restriction
requirement, see §821,01, S

,in stating a requirement for restriction, there
shonld be no citation of patents to show separate
atus or classification or utility. The separate

entions should be identified by a grouping of
the claims with a short description of the total
extent of the invention claimed in each group.
specifying the type or relationship of each group
as by stating the group is drawn to process, or
1o subcombination, or to product, ete., and
should indicate the classification or separate
status of each group, as for example, by class
andsubelass, S
. The linking claims musf be examined with
the invention elected, and should any Zinking

bination, combination and subcombination, or  claim be allowed, rejoinder of the divided in-

combination and elements of a combination, the

venitions must be permitted.

809.02 Generic Claim Linking Species
[R=25]

~Under Rule 141, an allowed generic claim
may link up to five disclosed species embraced
thereby. R =

The practice is stated in Rule 146:

. Rulc 1j¢. Election of species, In the first action on
an gpplication containing a generic claim and claims
restricted separately to each of more than one species
smbraced thereby, the examiner, if of the opinion after
a omplete search on the generic claims that no generic
~laim presented Is allowable, shall require the appl- -
~znt in his response to that action to elect that species
of %ix invention to which his claims shall be restricted
if nev generic-claim s finally held allowable.  Hotwever,
!f =uch -application contains claims directed to more
tkan five specieg, tlie examiner may require restriction
rf the claims to not more than five species before taking
any further action in the case.

The last sentence of Rule 146, that the Ex-
aminer may require restriction of the claims
2y that not more than five species are separately
~ialmed. 1s permissive. It may be used in ag-
cravared cases of a multiplicity of species,
without acting on generic claims, to narrow
the issues down fto five species. But see
2 ~Aadih).
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. 80002()
809.02(a)

Fiection Required
[RB51 0

Where generic claims are present, a letter in-
cluding only a restriction requirement or a tele-
~ phoned requirement to restrict (the latter being
ncourage?i’) should be effected. See § 812.01 for
ephone practice in restriction requirements.
© Action as follows should be taken:
(1) Identify generic claims
' no generic claims are present. See § 806.04(d)
. for definition of a generic claim. e
(2) Clearly identify each (or in aggravated
cases at least exemplarv ones) of the disclosed
species, to which claims are restricted. The
species are preferably identified as the species
of figures 1. 2 and 3 or the species of examples
- L. XY and ITI, respectively. In the absence of
_distinct figures or examples to identify the sev-

ecies to

~eral species, the mechanical means, the par-
~ ticular material, or other distinguishing char-
_acteristic of the species should be stated for
“each species identified. If the species cannst
be more conveniently identified. the claims may
be grouped in accordance with the s
which they are restricted. . g
(3) Applicant should then be required to
elect a single disclosed species, and advised as -
to the requisites of a complete response and his
rights under Rule 141. . =
For generic claims. a search should not be
made and art should not be cited. i
A 30-day shortened statutory period will
set for response when a written requirement is
made without an action on the merits. ~ Such
action will not be an “action on the merits” for
purpose of the second action final program.
To be complete, a response to a requiremen:
- made according to this section need only include
a proper election. e o
In those applications wherein a requirement
for restriction is accompanied by an action on
all claims, such action will be considered to be
an action on the merits and the next action
should be made final.
The following form paragraphs are sug-
gested : : '
“Generic claims . . . (identify) are present
in this application. Applicant is required to
elect a single disclosed species to which his
claims shall be restricted if no generic claim is
finally held allowable.” .
“Applicant is advised that his response must
include, an identification of the disclosed species
that he elects consonant with the requirement.
and a listing of all claims readable thereon.
An argument that a generic claim is allowable.
or that all claims are generic or amended to he
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or indicate that

requiring election of species:
~disclosed species even though this requirement

“thereon, including any claims subsequently

- where applicant is prosecuting his own case or
~there are other reasons for believing that the
~ short form would not be understood. '

~identify each species involved. =

809.02(b)

ccompanied by axn election, is

nce of a generic claim ap-

'*plimnt" will be entitled to consideration of
claims to not more than four species in addi- |
tion to the single elected species,

rovided all
ach additional species are writ-
t form or otherwise include all
f an allowed generic claim as
wle 141
added after the election, appli-
cate which are readable on the

How ExPRESSED

The following text is ordinarily sufficient in

3 pplicant is required (1) to elect a single

be traversed and (2) to list all claims readable

added. Section 809.02(a) Manual of Patent
Examining Procedure.” =~

~ This may be used instead of the three quoted
paragraphs in part (3) of this section except .

Tt is necessary to (1) identify generic claims
or state that none are present, and (2) to clearly

Election Required—%Ge-
neric Claim Allowable
[R-18]

When a claim generic to two or more claimed
species is found to be allowable on the first or

~ any subsequent action on the merits #xnd election
of a single species has not been made, applicant
~ should be informed that the claim is allowable

and generic, and a requirement should be made
that applicant elect a single species embraced by
the aliowred genus unless the species claims are
all in the form required by Rule 141 and no more
than five species are claimed. Substantially
the following should be stated: i
“Applicant is advised that his response to
complete must include an identification of the

single, disclosed species within the allowed
 genus that he elects and a listing of all claims

readable thereupon. Applicant is entitled to
consideration of claims to not more than four
disclosed species in addition to the elected spe-
cies, arhich species he must identify and list
all claims restricted to each, provided all the
elaims to each additional species are written
in dependent form or otherwise include all the
limitations of an allowed generic claim as pro-
vided by Rule 141.”




ction suhquent to an
n of species should include a complete
on on the m " read-xb e on
elected species .
(1) When the gener

 claims not.. readable

found to be
additional spect
be ag follows:
When any

tional species om
‘ 1 requnod f(nm, all cl

; hf\t species should be held to be withd
‘“"fmm further 0ns1derqtlon bv the exam

13} ______ directed to speﬂ S
e- W}ﬂ)dmwn from further consid-

. since @/l of the claims to
o not depeud upon or otherwise
limitations of an ‘IHO“P(]

'genel ic cl d by Rule 141.7

the case 4
tional paragraph
: shml]d be added to the holding
tion isin mndmrm fm allows
presence of such claims.

, éx(‘ept for the

claimsin confm'm‘mve to Rule 141 or take other

action {Rule 144 1.
ing this eriod will be treated as mthom?‘ltlon

t0~' cancel claims to the nonelected species by
Examiner’s Amendment and pass the case to

. The prosecution of this ,
m:cept for consideration of the above matter.”
Claims directed to species not embraced by
an_allowed generic claim should be treated as

follows:

142(b).

*80902((1) No qpecm Claims b [R~ :‘
] )y

8]

Where only generic v]mms are pr ewmod no

restrie nml can be required ('v'opt in those cases
where the frmwru n‘.nmq recite sueh a multi-
licity of species that an unduly extensive and
Lurdonsmno searcly is necessary.

80501 {a). If after

,vl'nms with no restriction roqnm-nwm. .1ppl|

127

mm

~When
eady for issue, an addi-

‘somewhat as follows
“This apphica-

: \pp]lbdnt is given one.
~month from the date of this letter to amend the

Failure to take action dur-

~ linking proper apparatus and process

are for species not, :
ombr‘wed bv 'tﬂmved generic claims ______.._ o
as required by Rule “141 and are withdrawn
from further ron-lderahon n this case. Ru]efﬂ ‘

:809 04 Retention of Claims to Non-

Nee  sec n«mﬂ
an action on only generic

ich «m apphC‘l('IOll has clmmﬁ to two or
: properly divisible inventions, so that a re-

fqmrement to restrict the Applhanon to one
‘wmﬂd be proper, but presented in the same case

ne or more nLums (generally called “link-
15 ) msepara,ble therefrom and thus
ther  the inventions

“to an a;r;.freszatmn or cnmbnmtmn does not ]mk

15 nf two or more e]emex ts hereof or .

The most common tvpe< of linking cl:ums
' h..lf allowed, act to prevent restriction be-
mvennons that can othermse be

l‘mm ]m]\mn' spemecr claim
to a pmduct defined by process of ‘

~ making the same linking ploper pre (mct c]‘um%
and proces: '

A claim to the nocess'u'v proce:: of makmfr 2
product ‘.mkmrr proper process and product

“elaims.

A claim to “means” for pr‘lcncm a proce%
claims.
Where linking claims exist, a letter including

a restriction requirement on]v or a relephoned

requirement to restrict (the latter heing encour-

aged) will be effected, specifying which claims
are considered to be hnkl ng.

Flected Inwnuon

Where the reTm'omont is_predicated upon

~the non-allowability of generic or other type

of linking claims, applicant is entitled “o retain
in the ease claims to the non-elected invention
or inventions,

 If a linking claim is allowed. the Ev\mmer

o must thereafter examine species not to exceed

five if the linking elaim is generic thereto, or
he mnst examine the elaims to the nonelected

Rev. 1R, Oct. 1968
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on the merits of the linking

defer his petition until the linkin
 been finally rejected, but not later

Rule 144, 818.03(c). ~ G

810 Action on Novelty [R-18]

In general, when a requirement to restrict is
made. no action on novelty and patentability is

given.

'810.01

pled With Requirement [R-

18] o

Although an action on novelty and patentabil-
ity is not necessary to a requirement, it is not
objectionable, ex parte Tantzke 1910 C.D. 100;
156 O.G.257. g

" However, except as noted in £09, if an action
is given on novelty, ¢ mus? be given on
claims. f , G

810.02 Usually Deferred .
The;ofﬁéé'po]icy is to defer action on novelty
and patentability until after the requirement is
complied with, withdrawn or made final.
 Ex parte Pickles, 1904 C.D. 126; 109 O.G.
1888 : : '

2636 S :
Ex parte Weston, 1911 C.D. 218; 173 O0.G.
285 i ‘

810.03 Given on !
When Requirement Is Made
Final B

Rule 143 last sentence states: “If the require-

‘ment is repeated and made final. the Examiner
will at the same time act on the claims to the

elected invention.”
making the requirement final.

811 Time for Making Requiremem

Rule 142(a), 2nd sentence: “If the distinet-
ness and independence of the inventions he
clear, such requirement (i.e. election of the in-
vention to be claimed as required by 1st sen-
tence) will be made before any action upon the

merits; however, it may be mude at any time

Rev. 18, Oct, 1908

ac

811.02 Even After Compliance With

811.03

811.04

in a requirement Iin a parent case, restriction
thereamong may be required in the divisional
case if proper. . L '

" 812 Who Should M
Ex parte Snyder, 1904 C.D. 242: 110 O.G. .

iner who would examine at least one of the
inventions. i e

~ An examiner ordinarily should not req
restriction in an application none of
claimed subject matter of W
in his group. Such an app
transferred to a group to which
of the subject matter belongs.

Elected Invention

; Thus, action is ordinarily
given on the elected Invention In the action

nal action in th
pxaminer.” . .
‘means, make a proper requirement as
sible in the prosecition, in the first
ible, therwise as soon as & proper

mat the digeretion

auirement develops.

 Preceding Requirement

Since the rule provides that restriction is

~ proper at any stage ‘of prosecution up to final
“action, a second requirement may be made when

it becomes proper. even though there was a

prior requirernent '

; ‘iﬂed} (Ex parte Benke, 1904 C.D. 63; 108 0O.G.

Not Objectionable When Cou-

with which applicant com-

' Repeating After Wlthdrawa]—-—
Proper S

" Where a requirement to restrict is made and

- withdrawn, because improper, when it becomes
_proper at &
~ Srixion may again be required.

a later stage in the prosecution. re-

. P:?oper Even Though Grbilpéd o
~ Together in Parent Case S
are grouped together

Even though inventions

ake the Require-
‘ment =

The requirement should be made by an exam-

uire
the
hich is classifiable
lication should be
at“Jeast some

812.01 : Télephone Restriction Practice

©[R-18]

I an examiner determines that a requirement
for testriction should be made in an applica-
tion, he should formulate a draft of such re-
striction requirement including an indication of
thowe claims considered to be linking and
generiv.  No search or rejection of the linking
laims shonld be made.  Theveupon, he should
telephone the attorney of record and ask if he
will miake an oral election, with or without




1 to nse by examiners

otiation authority. QOthe

objects to :
respond, the usual restriet:
mailed, and this T s
veference to the Coes
 See 509 and 809.02

n, the , . ‘ :
»f the telephone interview, fol-

; n due cours
Correction of formal
sitnation which canr
phone call and th

,Quay]ek actice, usin
usually be drawing c

quiring payment of charg

~ Should the elected claims
in the first action, and an o

~noted, the examiner should include in his action
a s section’ 821.01, M.P.E.P.,
ving appli-

a staternent under ,
 making the restriction final and
cant one month to either cancel the non-elected
claims or take other appropriate action (Raule
141). Failure to take action will be treated as
an authorization to cancel the non-elected
claims by an Examiner’s Amendment and pass

In either situation (travers

caution should be exercised to determine if any

of the allowed claims are ]inking}.{r or generic be-

~ fore cancelling the non-elected claims.

.~ Where the respective inventions are located
in different gronps the requirement for restric-

tion shonld be made only affer consultation
with and approval by all groups involved. 1f

an oral election wonld eause the applieation 1o

be examined in another gronp,
“oronp shonld transfer the appl
_sigmed memorandum of the r

ment and a record of the inter
ceiving group will incorporate the

this memorandum in its offieial let
cated  abeve,  Differenc y

shoulid be settled by the existing chain of com-

s name, and a~

“should be restricted.

‘is required, and grouping eac

- no traverse),

815

restriction

pproval of their

A. Linkin,

nking clal
B. Independen s
inking elaims. No art ed to s
e classification,

Jicating how to
5 set forth

o ed out in ex parte Ljungstrom 1805
= : e. (D, 541: 119 O.G. 2335, the particular limi-

s in the above-noted ‘ '
“handled by a tele-
; es action by the ap-
_plicant should be ha 1 under the Ez parfe

rations in the claims and the reasons why such
limitations are considered to restrict the claims -

to a particular disclosed species should be men- ‘

if necessary to make the requirement

‘essary to read all | 0T
termine wh : , “When doing

this. the claims directed to each separate sub

ject should be noted along with a statement of
‘the subject matter to which they are drawn.

~ This is the best way to most clearly and pre-

cizely indicate to applicant how the application
Tt consists in identifyving

ngst which restriction

each separate subject al
laim with its

subject. -

 While every claim should be ccounted for,
_the omission to group a claim, or placing a

_claim in the wrong roup will not affect the

propriety of a final requirement where the re-
qnirement is otherwise proper and the eorrect
disposition of the omitted or erroneously
orouped elaim is clear. .

C. Linking claims. The generic or other
linking claims should not he associated with
any one of the linked inventions gince such

claims must be examined with any one of t}
 linked inventions that may be elected. This

fact should be clearly stated. :

Make Requirement Complete
~ [R-18] .

When making a requirement every effort
shemld be made to have the requirement rom-

Rev. 1K, Oct. 198K




The partxcu]ar reasons relied npon bv fhe

Examiner for his holding that the inventior

as claimed are either mdependent or distinet,
o A mere ~tatement Lo
 of conclusion is madequate. The reasons upon
~ which the conclusion is based should be given.
_separate inventions should be identified
ping of the claims with a short descrip-
e total extent of the invention claimed

should be conm:eh stated..

. ,~ specifying the ty
- ship of each group as bg, stat
~drawn to a process, or to subcombination, ¢
~produet, ete., ‘and should indicate the cl
_ tion or separate status of each group.
e\ample by class and cubclass. , bee 809.

817 Outl” e of Letter for Restrlchon

Reqmrement between sttmct In- .

. ventions [R—18] ,
The statement in 809.02 fhrough 209, 07((1)

s adequate indication of ‘the form of letter;,f,f' i

when election of species is roqmred ,
‘No outline of a letter is given for other types

of mdepén ent Jnventlonq since they mrelv’_r

' oceur.

The fO]lOng outlme of a letter for a reqmre
t is intended to cover every type

ment to restr

of original triction  requirement between

related inventions mcludmg those h‘wm«r lmk :

. mg claims.
( )t TLI\’L OF LE'ITER

. Statement of the requirement
 Identify ea('h group by Roman numeral
List claims in each group . , ‘
(‘heok accuracy of numbermg
' Lock for same claims in two groups
Look for omitted claims
Give short description of total extent of
the subject matter clmmed in each
group
Point_ out critical (-,lmms of different
sco
Identify \\hothvr (-omhnntlon, subcom-
bination, process, apparatus or prod-
uct
Classify each group

Rev. 18, Oct. 1968

eat ing ti’mr d;spbsﬁ 1.

Lo relatlon- 0 i

not grouped, indi-

king claims
cate—(make No tcnon) e
tement of groups to which Imkmg‘

Clotiom
~ Other unrvmuped clmms ,
: Indzcme dlsposmon ’ ,
! .. previously nnnelecte
tm-v, cancoled efc

 ventidns in fact are distinct ,
: ( 1) Subcombination or Element—
- Subeambination or Element e
E,wh are separately classified, have at~'
tained a separate status in the art, or

- _involve different fields of search
o '7) (‘omblnahon—-—Quboomblmtmn m'Fae

The ~ame as ( l) Qbove ;

( 3) G mbmatlon—-—(‘ombmatmn
- The same as (1) above

(4) Process—Apparatus . ,
: Pmm can be carried out bv hand or' .
by other apparatus o .

Demonetmte bv Exammerq s gg*e
Demon-tmte app’tr'ltus can be u~=ed in
(rare). o

(5) Process and/or appax‘1tu=——Pr0dw't
Demon*trate claimed product can be
,made by other 'proceas (or appara-

(or apparatus) can pmduoe .
“other product (rare) :

D Allegation of reasons for msastmg upon Te-

"tnctmn-—F or combination, subcombination,
and elements of a combination the reasons are
~ implieit in the detenmnatmn of dzstmctm- 3
see 806.05(c) ,
Separate ¢l ssifieation
Separate status in the art
Different fields of search
C. Summary statement w
Summamzp (1) (hstm(-meqq and (2 _rea-
sons  for mstg upon mstnctlon, af
applicable. ‘
Include paragr dph advising as to response
required. :
Indicate effect of allowances of linking
~ claims, if any pwsem.

claims may be as&x«ned for examma*ﬂ e

mem}v ‘ifﬂfe vour concluslon that m-,




apmicafi

':"[:t'ne:upplicant his response to that action to elect

that invention to. vhich h claims shall be restricted
this official action being :

_ striction {also k uireme

_Tf the distinctness ndence of the inventions

~be clear, such requirement pe made before any
action on the merits: howey nay be made at oy
ime before final action in th : e discretion

. of the Examiner. «

_ Election is the designation of the particular
_one of two or more disclosed inventions that
_will be prosecuted in the application. -
A response is the reply to each point raised
by the examiner’s action, and may include a
-erse or compliance. L

mplete, a response to a requirement.
v specifies the linking claims need

oper election.
rejection or objection is included

ion requirement, applicant, b

per election must alse dis-

Iy point out the supposed

\er’s rejection or objection.

' Election Fixed by Action on

“Rev. 1k, Oct. 1068



. more tlmn olié

. sequenth‘ pre@nted cl:uma to an

as pronded 13 ~ecz on 8‘71 03.

'818 02(b)

u‘<t pre:emed o
in which no.

, been ‘made,
;‘md .1pplv'.mt ]

te an dectmn of
 ‘§])€'(‘1?5 n
unduly ex
zet ,f()lﬂl

. '818.02(@‘) |

seltvrm "“1(.!)

~ of Claims |

. Where apphcam is cl‘nmmnr two or. more
_inventions (which may be species or various
types of related inven itions) and as a result of
~action on the claims he cancels the claims to
*one or more nf cuch iny onnonc. g claims

upon by the ptammer the rl

o thuc qcted upon is, elected

:r.pp‘nicant 'd
tion, he may rum,,L rwnnsu]er.mon .'md \'.1t}«"amn
or modification of the "vqnu(-mont. giving the reasons

therefor (e ruie 'H]y

one invention. r‘nr pr(a.‘:outlnn. \\hi(.h lnwmm.

he (he one elected Jin the event the requiremn:
drement for restriction sviil he

request. 17 the i i

hal, the examiner \\‘"il"l at the same

Jaims to the invention elected.

 romes final. The e
 reconsidersd an sucl
repented ol 1o

time acton the o

‘~(’3")’0?‘.§ in Ihﬁ“ EXE mmer

- mvennoh .
_other than that acted upon ‘should be rrefxtedﬂ

.ﬁ,cpemﬁcaﬂv pom, ‘
~ bases his conclusion that a

_ strict is in error. A mere ‘broac -
, uirement is in error doea ‘not_comply

g : ,WIth ‘the rec
*11),‘_"]9' :
ractice of 1eqn ing eier ion of
with (ml\ O'enmn r.Luny f the :

  818 03(b).

Bvx Optmnal Cancellallon' .

[ acted

In rmmnstm oo mn-ur}c ration

“mainder of the
to review the

Election i m@onsa'ta amq nt
' iher nhmxt an awompany-,

shwn bv the rst senténce of Rule 14‘3." .
‘25 req uired by Rule

irement must be complete
11(b) which reads in
art: “In order to be entxtled to reexamination
pplicant must mah

, m,'
z‘m(‘t?y zsd specifi P
s action: the apphcant
spond to every ground of ob]ectlon and

rejection of the prior office action_.____.____- L

: apphcant action must appear
be a bona fide altempt to ad-
to final action. The mere alle-

aminer. has erred mll not -

'md the

he apphcant 1S reqmred to .
t the reasons on which he
juirement to re-
allegation that

t Thus the
required provisional | election (S \ee 51‘2 O‘&(b\‘r
becomes an election w1thout t se, o

[R-18]

As noted in the second sentence of Rule 143,

_a_provisional election must be made Lven, E
~ though the requirement is traversed. '

Al requirements should have as a conclud.
ing paragraph a sentence stating in substance:
‘,‘Apphcam is advised that his response to be

,,'('omple-re must include an election «‘0n=omnt
~with the requirement. see Rule 143."

The suggested concluding statement. should

be reworded to fit the f‘lctc of the particular
,j'requuemem e.g. as m 809 07(1
- paragraph nmlvz (3).

”’/‘8],8.0.‘ 3(c)

secon d fo i

Right of Petition

Rule 1}4. Pctition from requirement for rmtnctmn
After a final requirement for restriction, the applicant,
in addition to making any response Ave on the re-
aetion. may petition the Commissioner
squirement, :

A petitior owill nut ‘he mn&ulam] if reconmd
{See

appeal,
eration of the 'mnnrvmvm was nm rvqueutvd

rule 181.)

Rev, 15, Ot 1968

Rqurvment Is Traversedf

Must Traverse To Preserve -

Petition mayx be doferrbd e
until after final action on or allowanee of claims to.
the invention elected, bat must be filed not later than




Election combined wit!

alloseance of the linking claims oniy 1

 ment with the position taken by th i

riction is proper if inki

owable and 11 per if they ar
the Oftice a such a claim

+hdraw the requirement and to

M
on all linke

inventions. Buf once all linking

as by simplx:

abandoned (]
‘ s

laims are canceled Rule 144 would not apply.
since the record would be one of agreement as.

to the propriety of restriction.

Where, however, there is a traverse on the .
some relationship (other
e.claim):

o the linking ty]
striction. the mer

e ey D it T
o a , “the process of
~making it. ‘The traverse may set forth partic-

" a claim to product limited !

" ular reasons justifying the conclusion that re-

_strietion is improper since the process neces- ! :
shift (Ex
9932.739).

sarily makes the product and that there is no
_other present known process
produet can be made. If re riction is made
final in spite of such
petition is preserved
¢laims are canceled.

 818.03(e)

en though all linking

~ Own Election L
- Applicant must make his own election. The

examiner will not make the election for him,

Rule 142, Rule 143, second sentence.

819 Office Céilerally Does Nqﬁ,tfpgnh‘i;‘t’

~ Shift

The general 'po]i(‘:y,' of the Office is not ‘toy

permit the applicant to shift to claiming an-
‘ is once made .
and action given on the elected =ubject matter..

.

other invention after an election

by which the

traverse, the right to

,Applyica'xit‘:Mus‘t Make H’is'

holds invention to
Grier, 1923 C.D. 27 ‘ S
~ Genus allowed. applicant may elect up to

four additional species thereunder, in accord-
ance with Rule 141, this not constituting a
et al, Patent XNo. -

zuch combination ¢laims

When eclaims are presented which the Iixam-

‘iner holds are drawn to an invention other
than elected he should treat the claims as out-
lined in 821.03.

 IWhere the inventions are distinet and of

snch a nature that the Office compels restric-
tion, an election is not waived even though the
 examiner gives action upon the patentability
of the elaims to the non-elected invention, kx
parte Loewenbach 1904 C.D. 170, 110 0.G. 857,

Rev. 18, Oct, 196K

_the process is obvicus.

 Office May Waiv¢ Electien and

hift

0 ft £ laiming one invention to claim-
ng her, the Office is not precluded frem

permitting a shift. It may do so where the =
 shift results in no additional work or expense,
‘and particularly where the shift ,
g the issues (Ex patte Heri-
g375414 decided January 26.

nees work

tage Pat. No. 237
944). Having accepted a shift. case s nc
(Meden v. Curtis, 1905 C.D. :

7T0.G 1795).

" ot n Elk‘éc"t’ionk; f Pe'rmfis’s’,ibl,e Shift

Office rejects on the ground that

shift (Ex
Y1178,
Product elected—no shift where examiner
be in
G228,

parte Sharp

/82001 014 Combination Claimed—

~ Not an Election

 Where an application ‘originally pr i
‘ (AB), the examiner
holding the novelry if any. to reside in the sub-
combination {B) per se {see 806.05(b)) only.

claims to a combination

and these claims are rejected on the ground of
“old:  eombination.: subsequently.

. 3

elaimed eombination should not be rejected on . L
the ground of previous election of the combi-
nation. nor should this rejection be applied to
f they are reasserted.

Fiual rejection of the reasserted “old combina-

_tion™ claims is the action that should be taken.
- The combination and sunheombination as de-
fined by the claims under this special situarion
distinet inventions,  (See

are - not kffﬂ’
ROGOG(e))

- 820.02 Ink‘t’ei"ferén(ée ’Issues——N‘(’)’t ‘jan

Election

 Where an interference is instituted prior to

an applicant’s election, the snbject matter of
the interference issues is not elected.

plicant may, after the termination of the in-

134

matter of right, may.

A cess , he only invention being
in the product made, presenting claims to the
product _is not

‘ : rte. Trevette,
. 1901 C.D. 17 .
o

rocess (Ex parte

‘ _ presented
claims to subcombination ( B) of the originally

An oap-




which the traverse applies on the ground rha:

gerfen_slﬁésaa
he claimed..

o Bl’ﬂ“‘n 1o Non-E
(R-26]

‘Claims held t
ventions, including claims
cies, are treated as in

2103, However, for treatme

, wn to species non-elect
out traverse pplications not ready fo
_issue (where sucl .
see §55809.02(c) through §09.02(e). .
 The propriety of a requirement {o restru
traversed, is reviewable {)'v

~ such traverse. he shot

 they are not directed to the elected subier
“matter. Claims for whicl
sented should he withd
as indicated in the oth
821.01
~ [R-26]

Where the initial requirement is traversed

ahove noted, section.

should be reconsidered. If. upon reconsidera-

tion, the Examiner is still of the opinion that

restriction is proper he shall repeat and make

ing is not challenged).

 This application is L
~ ance except for the presence of claims _.___to

tition under Rule

ner holds are not
it ould be

final the requirement in the next Office action.

(See §803.01).
_ should reply to the reasons or argument ad-
_vanced by applicant in his traverse.

pplicant has retained
ition from the requiremen?
(See §818.03(c).)
is otherwise T

o 'guircment(fo‘r,restrrc"tion‘,":the(Examiner should
indicate in his action that a ‘complete response
- mus

cted subject  authorization to cancel these claims by
no traverse 1s pre- -
er Rule 142(b}

In doing so, the Examiner

Tf the

Examiner. upon reconsideration, is of the opin-

jon that the requirement for restriction is im-

proper he should state in the next Office action

that the requirement for restriction is with-

drawn and give an action on all the claims.

If the requirement is repeated and made ; Yoo A
final. in that and in each subsequent action. further consideration by the examiner., Rule

the claims to the nonelected invention shonld
be treated substantially as follows:
 “Claims ..... ... stand withdrawn from
_further consideration by the examiner. Rule

142(h). ns being for a nonelected invention (or

species) . the requirement having been traversed

]

Y. :
_ action (Rule 144). , ,
_ing this period will be treated as authorization
to cancel the nonelected claims by Examiner’s
Amendment and pass the case for issue.
~ The prosecution of this case is closed ex-

I the case i1s
~and no petitiol

82102

 Where the initial requirement is not t

d.

‘in condition for allow-

vention (or species ) nonelected with trav-

plicant is given

f this letter to can-

Failure to take action dur-

bt for consideration of the above matter.”
When preparing a final action in an applica-
tion where there has been a traversal of a re-

lude cancellation of the claims drawn

(Rule 144). Where a response to 2
 otherwise placed the applicatio
owance, the failure to cancel
he non-elected invention ort
tion will be construed
Examin-
er's Amendment and pass the case to issue after

cake appropriate

~ the expiration of the period for respo

Note that the petition under Rule

1 . befiled “not later than appeal”. This is con-
 After Election With Traverse

stried to mean appeal to the Board of Appeals.
1 has been filed, the Examiner
qaneel the non-elected claims by

mld simply « -
~calling atrention 10

niner’s Amendment,
Provisions

;'A'f‘tet" E!Pctmn Wlthout Trav-

ra-
versed, if adhered to, appropriate action should

_be given on the elected claims and the claims

i1 paper No. ...

o

iy

t the nonelected invention should be treated

) }')smiitially,ns follows: . .
#Clabms * stand  withdrawn from

2(h), as being for a nonelected invention (or
seies).  Election was made withow! traverse
This will show that applieant has nnt ve-
vained the right to petition from the require
ment under Rule 144, o

Roev. 26, Oet, 1970

r take other appropriate

_elected invention, or other appropri-

eady for allowance affer appeal



in cnndxtmn allowance except or the P!

ence of claims _..________ to an invention (or

; \})ecles) nonelected hout traverse
these c}anm h,

821.03  Claims for Different bnventiog:
Added After an Ofﬁce Acnon, .

[R-26]

Clalms added bv al end'
tion by the Examin
an invention other th

Rulc 145 Subsequmt pr csentatwn of clazms for dzf-i
If, after an office action on an ap--

ferent mwnh‘on
~/plication, the applir:ant presents cluims directed to an

invention distinct from and independent of the inven-

tion:prev iously claimed, the applicant will be required :
to restrict the claims to the invention previouslv claxmed‘ -
Af the amendment is entered, subject to reconsxderatton L

and rev ie as provided in rules 143 and 44

The actlon should take substantlall'» the fol
lowmg form:
- “T. Claims _.._. ted to ... i
~  (identify the invention) elected by --.___.___
_ (indicate how the invention was elected as by
orxgmal presentation of claims, electxon with

claims. ,, : :

II. Claims ._________ are for Liiiilil
(identify invention. give factual showing of
reasons why, as claimed, it is distinct from

_elected invention, show separate classification
or status, etc.. i.e., make complete showing of

‘propriety of requxrement in manner similar to
an ongmal reqmrement)

Applicant is required to restrict the claims
to the invention previously elected, and thus

the claims of group II are held withdrawn

from further consideration by the examiner
by the prior election. Rule 142( by.r

Of course, a complete action on all claims to
the elected invention should be given.

Note that the above practice is intended to :

have no effect on the practice stated in § 1101.01.

An amendment canceling all claims drawn to

the elected invention and presenting only claims
drawn to the non-elected invention should nat
be entered. Such an amendment is non-respon-

Rev. 26, Oct. 1970

_to restrict which the ewammel now contlders
tc be unproper : ;

(or without) traverse in paper No. __.___ » ete.) 5  ' 822.01

and appllcant has recelved an action on. euch !

“consonant with a requirement to restrict, for

. T e treatment of pluml apphca*mns of the

f 'mmatem entuty none of whzch has becmnek

b t"nre applicatmn ma\ be lequxred in the absence off
good and sufficient reason for their retentmn during

~pendencv in more than one appl)catmn e

See § 304 for conﬁlctmg sub]ect matter in two;,"f
apphcatlonn, same mventl\e entltv _one

i‘,assxgned ey
See §§ 305 and 804, 03 for conﬂlctmg aubject '

matter, different inv entors, common ownership.
See § 706.03 (k) for rejection of one claim on
another in the same apphcatmu. ‘

See §§ 706. Ou(w) and cOﬁO (b) for res ]udl-
cata.

See § _OQ 01 for one apphcatwn 1n mter-
Terence e
See § .u}(h) to 806. 04(3) for spemes and
genus m separate applications. 4

Wherever appropriate, such conﬂlctmg ap-
plications should be joined. This is particu-
larly true, where the two or nore applications
are due to, and consonant with, a requirement

Co-pendmg Before the Exam— i "
, ~ iner [R—26] ‘ ‘
Under Rule 78(b) the ‘

overlap%m% d'ums in_applications copending
befor, xaminer (and not the result of and

actlce relatue to

which see § 804.01),is as follows:

Where clzums in_one applxcatmn are unpat-
entable over claims of another application of
the same inventive entity because they recite
the same invention, a complete examination
should be made of the claims of one application.
The claims of the other application may be
rejected on the claims of the one examined,
whether the claims of the one ezammu/ are
allowed or not.

In aggravated situations no. other re;pvtlon

'need be entered on the claims held unpatentable

How-

over the claims of the other application.

_ever, any additional claims in the one applica-

tion that are not rejected on the claims of the
other should be fully treated.






