705.01 Instmctionn re Patent: ,ility Repom
705.01(a) Natureof P. R, Its Use a
705.01(b) Sequenr'e of Examinut - e 0T, )
705.01(c)  Counting and RecordingP R 8 S 707.05 Citation o References o
705.01(d). Duplicate Prints of Drawings - , ',707 05( a) ited References Prowded by
705.01(e) Limitation as to Use e Reference Order Section
705.01(f) - Interviews With Applicants o f S ~707.05(b) : T?eterences Cited By Applicant
706 Reiectlon of Claims ‘ . . 707.05(c) Or _rof Listing : '
706.01 Contrasted With Objections 0T, 05(d) ,Rererence Cited in Subsequent Actions
70602 Rejection on Prior Art ' ' 707.05(e) Data Used iIn Citing References -
_ 706.02(a) Establishing “Well Known" Prlor Art v : : es of Declassiﬂed Printed
70603 Rejections Not Based on Prior Art ' L Matter , '
1 708.03(a) Nonstatutorr Subject Matter L v ~ Incorrect Citation of References
708.08(b)  Barred by ‘Atomic Energy Act o 70706 Citation of Decisions, Orders, Memorandums
706.03(c) Functional T '~~~ and Notices =
706.03(d) Vague and Indefinite , 707, 07 Completeness and Clarity
706.03(e) . Product by Process ' o -.707.07 (a) Complete Action on Formal Matters
706.03(f) - Incomplete = . .~ 707.07(b) Requiring New Ot th -
706.03(g) Prolix = L 707.07(c) Draftsman’s R
706.08(h) ~ Nonstatutory Claim o 707.07(d) Language To B Used in Rejecting Claims
708.03(i) Aggregation ' - o 707.07(e)  Note AH Outstandfng Requirements '
708.08(5) 014 Combination ' T0T.07(f). - Answer All'Material Traversed
708.03(k) Duplirate Claims; Doubie Patenting 707.07( g) - Piecemeal Examination
708.08(1)  Mautipiieity 707.07(h) -Notify of Inaccuracies in Amendment
706.03(m) - Nonelected Tnventions . 707.07(1)  Each Clalm To Be Mentioned in Each
708.03(n) Correspondence of Clalm and Dlsclosnre w Letter ‘
706.03(0) New Matter | : S0 707.07(§) State When Claims Are Allowable
706.03(p) No Ttility , .~ 707.07(k) Numbering Paragraphs
706.03(q) Obvicus Method . : 707.08 Reviewing and Initialing by Assistant
706.03(r) Mere Function of Machine . , Examiper ,
706.03(s) : Statrtory Bar F 707.09 ~Signing by Primary or Other Authorized
706.03(t) . Other Assigned Application ‘ Examiner
706.03(u) Disclaimer , 707.10 Entry
706.03(v) -~ After Interference or Public Use Proceed- 707.11 Date

ing 70712 Mailing
706.08(w)  Res Judicata : ©.707.18 - Returned Office Action
706.03(x) Reissue 708 Order of Examination
706.03(y) Improper Markush Group 708,01  List of Special Cases
708.03(z) Undue Breadth : 708.02  Petition to Make Special
706.04 Rejection of Previously Allowed Claim 708.03 - Examiner Tenders His Resignation
708.05 Rejection After Allowance of Application 709 “Suspension of Action
706.06 - Rejection of Claims Copled from Patent 709.01 Overlapping Applications by Same Applicant
706.07 - Final Rejection or owned by Same Assignee
706.07(a) When Proper on Second Action 709.02 Actions Following Correspondence under Rule
706.07(b) When Proper on First Action 202
706.07(c)  Premature 710  Period for Response
706.07(d)  Withdrawal of Premature 710.01 Statutory Period
706.07(e) Withdrawal of Final Rejection, General 710.01(n) Statutory Period: How Computed
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. 7006 Miscellaneous
mn Abandonment ,
711.01 Express or Forr

tory Period .
Inanﬁlciency of _
711.02(b)  Special Situations In olving 'A
711.02(c) = Termination of Prooeedingn,
711.03 Reconsideratio , '
Revival
Holding Based 0 1
‘Holding. Based on Fail
_in Period
Petitions Relating to Holding of Abandon

711.02(a)

711.03(a)
711.03(b)

711.03(c)

711.03(d) - Examiners State nt on Peti on
711.04 Disposition ‘of Aband

711.04(a) Pulling.and Forwarding
711.04(b) Ordering Abandoned Files

711 05 Letter of Abandonment Recelved Ati:er Appli-‘ :

cation is Allowed

lications
Citation and Use ot Abstraet Abbrevia-

tures and Defencive Pnblica
erences ' o
712 Abandonment for Fanlure to Pay ss, ]
713 Interviews . \
713.01 . General Poliey, How Condn ,
713.02 - ‘Interviews Prior to First ﬂIciai ‘Action-
713.03 Interviews for “Sounding, '
Permitted -
Substance  of Interview Must Be: Made of
Record , :
Interviews Prohibited ~or Granted, Speciai
Situations
No Inter Partes Questions Discussed Ex Parte
Exposure of Other Cases - c
Demonstration, Exhibits, Models
Finally Rejected Application
Interview Preceding Fiiing Amendment Under
: Rule 812
714  Amendments, Applicant’s Actions
71401 Signatures to Amendments o
714.01(a) Unsigned or Improperly Signed ‘Amend-
ment

711.06(a)

713.04
71305

713.06
718.07
71308
713.09
71810
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714.16(e)

1t Examiner Not o

. 715.01(a)

715.01(c)

715.02

Amendments After Finai Rejection or Action =
- Amendments After Final Rejection or Action,
Procedure Followed c ‘

4. Amendments After. Allowance of All Clalms
.15 Amendment Recei~cd in. Exnmining Group
Atter Maiimg of Notice of Allowance v

G Notice of Allowance. Rule

Additional iaims
Handling
Entry in Part
Amendment Filed “After the Period for Re-
sponse Has Expired :
‘Entry of Amendments
List of Amendments, Entry Denled
List of Amendments Entered in Part
- Amendments Inadvertentl.\ Entered, No Legal
" Fffect
“Entry of Amendments. Dlrectlons for
Entry of Amendments Directionl for, Defec-
tive Fle
k Amendment of Amendment
714.25 Discourtesy of Applicnnt or Attorney
715 Swearing Back of Referenee—Aﬂidavxt or
‘Declaration Under Rule 131 ,
715.01 - Reference Claims Foreign Filing Date
Reference a Joint Patent to Applicant and
‘Another
Reference and Application linve Common
- Asslignee
Reference is Pubiicatlon of Applicant’
Own lnvention
General Rule as to Generic Claims
715.03  Practice Relative to ('homicul Cnses
715,04 Who May Make Affidavit or Declaration
715.05 Patent Clalming Same Invention
715.06  Aflidavit or Declaration ‘Under Rule 131 Must
Be Removed Refore Interference
715.07 Facts and Documentary Evidence
715 07(a) Diligence
15.07(b) Interference Testlmony Sometimes Used

715.01‘ (b)




. Field of Search
. Forelgn Fillng Dates
 Related Applications

The main conditions precedent to the grant
rth in

of a patent to an applicant are set
35 US.C. 101, 102, 108.
702 Requisite

sites ,ci)f the Ai)pli
The Examiner s

sary amendments, 1
ever, must not include new matter,

702.01 Obviously Informal Cases
" [R-23] |

When an application is reached for its first
~ action and it is then discovered to be imprac-

~ tical to give a complete action on the merits
because of the paucity of disclosure, the fol-
 lowing procedure may be followed: (1) A
reasonable search should he made of the in-
vention so far as it can be understood from the
disclosure, objects of invention and claimg and
any apparently pertinent art cited; (2) Infor-
malities noted by Application Branch and de-
ficiencies in the drawing should be pointed out
by means of attachments to the Examiner’s Jet.

ter (see §707.07(a)): (3) A requirement
~ should be made that the specification be revised
to conform to idiomatic English and TTnited

Smtutﬁry*Autbority for Exa na-

 608.02(b).

the application meets all the requisites set
forth in Chapter 600 both as to formal matters
and as to the completeness and clarity of the
disclosure. If all of the requisites are not
met, applicant may be called upon for neces-
Such amendments, how-

- deems it advisable.

704 Search [R-25]

The claims should be re-
P : nthe

‘define tho invention in the

red by 85 U.S.C. 112 if they are in-
lankss rejection is usually sufficient.
Examiner shovid not attempt to point
e specific points of informality in the

specification and cleims. The burden 1s on the
applicant to revise the application to render
it 1n proper form for a complete examination.
Tt is obviously to applicant’s advantage to file
he apgylication with an adequate disclosure and
ith claims which conform to the U.S. Patent
Office usages and requircments. 'This should be
done whenever possible. 1f, however, due to the

. pressure of a Convention deadiine or other rea-
_ sons, this is not possible, applicants are urged to

submit promptly, preferably within three
months after filing, a preliminary amendment
which corrects the obvious informalities. The
informalities should be corrected to the extent
that the disclosure is readily understod and the
claims to be initially examined are ir proper
form, particularly as to dependency, and other-
wise cllc)aarly define the invention. “New matter”

~must be excluded from these amendments since

preliminary amendments do not enjoy original
disclosure status, § 608.04(b). ,
For the procedure to be followed when onl
the drawing is informal, see §§ 608.02(a) an

703 “General Information Concerning
Patents” [R-25] ‘

The pamphlet “General Information Con-
cerning Patents” may be sent to an applicant
handling his own case when the Examiner

After reading the specification and claims,
the Examiner searches the prior art.

‘The subject of searching is more fully
treated in Chapter 900. See §§e904 through
904.02. The invention should thoroughly
understood before a search is undertaken.
However, informal cases, or those which can
only be imperfectly understood when they
come up for action in their regular turn are
also given a search, in order to avoid piece-
meal prosecution.

Previovs EXAMINER'S SEARCH

When an Examiner is assigned to act on an
application which has received one or more ac-
tions hy some other Examiner, full faith and
credit should be given to the search and action
of the previous Examiner unless there is o clear
error in the previous action or knowledge of

Rev. 25, July 1970



vern classi-
p; the

, may be referred to the other Group
a report as to the pat-
ignated claims. This

itability Report

~or Grroups conce

__entability of certa
report will be kn
(P.R.) and will be

‘ imary Ex-
aminer in the re

ity 'Report, pg'a

nded, except in extraordinary circum-’

When an application comes up for any ac-
tion and the Primary Examiners involved
agree that a Patentability Report is necessary,
the application will be forwarded to the proper
Group with a memorandum attached, for in-
stance, “For Patentability Report from Group
————— as to Claims —,”

[R-25]

V"’yl.‘he'Primary Ex;aminer in the Group from
which the Patentability Report is requested, if

Dispeosal

ration of the Patentability Report. This Pat-
entability Report will be written or typed on a
- memorandum form and will include the cita-
tion of all pertinent references and a complete
action on all claims involved. The field of
-search covered should be endorsed on the file
wrapper by the Examiner making the re?)grt.
- When an Examiner to whom a case has been
forwarded for a Patentability Report is of the
opinion that final action is in order as to the
_ referred claims, he should so state. The Pat-
entability Report when signed by the Primary
Examiner in the reporting Group will be re-
turned to the Group to which the application is
regularly assigned. : :

The Examiner preparing the Patentability

Rev. 25, July 1970

_one or more
not divisible

- with the Patentability Report or any portion
 aminer respoysible for the report. If agree-

705.01(a) Nature of P.R., Its Use and
o ~ of claims, all of which are examinable in the
~ Group preparing a Patentability Report, and

he approves the request, will direct the prepa-

64

ent ll:xlgty Report is not in order, he should so
y Examiner in the fo

se the ana‘ ) rd-

D1sAGREEMENT s T0 CLASSIFICA%

. Conflict of opinion as to classification m

+ be referred to a Patent Classifier for decisi

. If the Primary Examiner in the Group .
having jurisdiction of the case agrees with the
Patentability Report, he should incorporate the
substance thereof in his action, which action
will be complete as to all claims. The Pat-
entability Report in such a case will not be

gi _paper number but will be allowed to

in the file until the case is finally dis-
of by allowance or abandonment, at
ch time 1t should Le removed.
DISAGREEMENT ON PATENTABILITY REPORT
the Primary Examiner does not agree
thereof, he may consult with the Primary Ex-

ment as to the resulting action cannot be
reached, the Primary Examiner having juris-
diction of the case need not rely on the Pat-

~entability Report but may make his own action
on the referred claims, in which case the Pat-

?irlltabilitleeport should be removed from the
[ , :

S ~ Arpear Tagew
‘When an appeal is taken from the rejection

the application is otherwise allowable, formal
transfer of the case to said Group should be
made for the purpose of appeal only. The
receiving Group will take jurisdiction of the
application and  prenare the Examiner’s
Answer. At the time of allowance, the applica- -
tion may be sent to issue by said Group with its
classification determined by the controlling
claims remaining in the case. :

705.01(b) Sequence of Examination
[R-25] ‘

In the event that the Supervisory Primary
Examiners concerned in a P.R, case cannot agree
as to the order of examination by their Groups,
the Snpervisory Primary Examiner having
jnrisdiction of the case will direct that a com-
plete search be made




ner time that

‘complete examination of
- primary importance.
11 Dracties is based loh the
- plaral, indivisibie inve:
- some 1nstances either le: e is o
xan the res are of better quai-
: racter of

, ing of the :xpplicmtion,fm;1 a Pat- JCIT Speclally,  Tlowever :i"ci;mp]{tp O
entability Report is not teo reated as a ingie Lxaminer can complete examing-
tr:mis‘fei'yb'y ‘:ﬁe forswarding Group. When tion of as good qua Ly on all clau?s, and in
 the P.R. i$ completed and the application is less total Kxaminer. time than would he con-
ready for return to the forwarding Gmgp, ' sumet.i bY the use Qf the ntab;llty Reporf '
it is not counted either as a receipt or action practice. N CelRlm
by transfer. Credit, however, is given for the Where claims are directed to the same char-
fime spent "Gee & 1705, 0 0 .~ acter of invention but differ in scope only,
A box is provided on each file w - prosecution by Patentability Report is never
14PR Gr o ar , numbse oproper. o o
a?gd?gmfkkma‘mz “the P il?ditcheepu;?'b ~_ Exemplary situations where Patentabilit
pencil. ! : ol : 1Reports are ordinarily not proper are as fol-
The date status of the application in the '0WS: _ e T
reporting Group will be determined the , (1) Where the claims are related as a mnany-
basis of the dates in the Group of inal  facturing process and a prodnct defined by the
_ jurisdiction. To insure orderly progress in the = Process of manufacture. The Examiner having
 reported dates, a timely reminder should be Jurisdiction of the process can usually give a
- furnished to the Group making the P.R. complete, adequate examination in less total
ey o e Examiner time than would be consumed by the
use of a Patentability Report. S
(2) Where the claims are related as a prod-
uct and a process which involves merely the
fact that a product having certain characteris-
ties is: made. The Examiner having jurisdie-

70501 (d) "Dublicalé Prik‘ﬁi/s’of, Draw-
- ings [R-23] e

In Patentability Report cases having draw-

ings, the Examiner to whom the case is as-  ion of the product can usually make a com-
signed will furnish to the Group to which the plete*a'nd"m{;quate examination. iy
case is referred, prints of such sheets of the ' 3y Where the claims are related as a com-
drawings as are a ph’ca!.)}e. for mterferencg bination distinguished solely by the charac-
search purposes. That this has been done may teristics of a subcombination and such sub-
be indicated by a pencil notaticn on the file  .ombination por <. The Examiner having
wrapper. L i jurisdiction of the subcombination ecan usually

gt‘g‘e" a case that has had Patentability Re-  Tnake a complete and adequate examination.

port prosecution is passed for issue or becomes Because of the high percentage of new Ex-

* abandoned, NOTIFICATION of this fact will e e N D whore 1
. AT ONCE be given by the Group having  Saminers, situations frequently arise where the
: =  Patentability Report would of necessity be

jurisdiction of the case to each Group that 040 by an Examiner who knows less about the
submitted a P.R.. The Examiner of each such 4 thapy the Examiner sceking the Patentabil-
reporting Gronp will note the date of allow- ity Report. Then there are also situations
ance or abandonment on his dupl)catebgeet of  here the Examiner seeking the report is suffi-
prints. Al such time as these prints become  iiont)y qualified to search the art himself.
of no value to the reporting Group, they may In view of these conditions which are ex-
he destroyed. ected to prevail for some time to come, it is
elt to he in the best interests of the Of-

705.01(e) Limitation as to Use [R~ fice to suspend the present Patentability Re-

23] port practice, Where it can he shown, however,

, that n Patentability Report will save total

The above outlined Patentability Report  Examiner time, exeeptions may be permitted
practice is not obligatory and should be re-  with the approval of the Group Director of

85 ' Rev, 23, Yan, 1970



 Rule 112, Reezamination and reconsideration. Afte
 response by applicant (rule 111) the application will
be reexamined and reconsidered, and the applicant will
be notified if claims are rejected, or objections or re-
ements made, in the same manner as after the first
ton. Applicant may respond to such Office ac-
tion, in the same manner provided in rule 111, with or
without amendment, but any amendments after the
F , nd narily be restricted to
~ Although this part of xplains.  the rejection or to the objections or requirements made,
_ the procedure in re ‘ecting. or . and the application will. ‘again considered, and soon
~ should never dver{ook',' : ::  repeatedly, unless the examiner has indicated that tbe
 role in allowing claims which pro rly actionisfinal.
_ the invention. ’ g S
" Rule 106. Rejection of claims. (a) If the in e i e el
is not considered patentabie, or not cons red p - 706.01 ‘[;;“;;‘]SM‘IQW'm ,

ble as clalmed, the claims, or those j i
The refusal to grant claims because the sub-
ject matter as claimed is considered unpatenta-
; . Whe ¢ ~ bleiscalleda “rejection.” The term “pejected”
or shows or describes inventions otber than that clalmed  must be applied to such claims in the Exam-
by the applicant, the particular part relled on must be jner’s letter. 1f the form of the claim (as dis-
designated as nearly as practicable. The pertinence tinguished from its substance) is improper, an
of each reference, if not apparent. must be clearly eX- “ghjection” is made. The practical difference
plained and each rejected claim specified. " petween a rejection and an objection is that &

o The stdndards,ofkfp'aktenty',abxiklit‘y' ,a’pp]ied in the he merits of the claim, is

Qﬁjee;ion ,

obvionsness, the examiner must cite the
erences at his command. When a reference {8 co!

; e stanc rejection, involving t
. examination of claims must be the same subject to review by he Board of Appeals,

 throughout the Office. In every art, whether it  while an objection, if persisted in, may
petition to the Com-

_be considered “complex,” “newly developed,” sewed only by way of

~ “crowded,” or “compgtit;ve,’k’_all of the requ ré- ,r,,eiv;';'gne,?“ oy oy o
ments for patentability (e.g., novelty, useful- A example of a matter of form as to which
rl‘ﬁs’l‘gg “ngbragmﬁzﬁl’ ed in 35 ]U :8.C.  gbjection is made is dependency of a claim on a
allowed. al‘i‘he mlr? fact th ur:t;:c;g 111? rejected claim, if the dependent claim is other-
detail ail of the features of an invention (ie.is """, allowable. See § 608.01(n).
a “picture” claim) 1s never, in itself, justifica- ' i :
tion for the allowance of such a claim. 706.02 Rejection on Prior Art [R-

When an application discloses patentable 23] o '

subject matter and it is, apparent from the )
claims and the Applicant’s arguments that the By far the most frequent ground of rejection
is on the ground of unpatentability in view of

claims are intended to be directed to such pat-
the prior art, that is, that the claimed matter

entable gubject matte& bl;lt th:d claims in ; ézir. ,

present form cannot allowed because of de-  ."". : :

fects in form or omission of a limitation, t is either not novel under 85 U.8.C. 102, or else
n of a limitation, the it is obvious under 85 U.S.C. 103. The lan-

Examiner should not stop with a bare objec- er o9 L« .
tion or rejection of the claims. The Exam- guage to be used in rejecting claims should be
“iner’s action should be constructive in nature nnequivocal. See § 707.07(d).

Prior art rejections should ordinarly be con-

and when possible he should offer a definite
suggesetion for correction. G fined strictly to the best available art. Excep-
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on a particular interpretation of a clain
where a claim is met only in terms by a
_ence which does
cept involved; or (3) where the most
reference seems likely to
131 ‘
should be back
~ tions available,
le.. those whi
mary rejecti
avoided.

up by the best other ar
ferely cumulative rej
vould clearly fall if the
ere not sustained, shoul

l;e ;
1

{

(]

706.02

A U.S. patent may be a reference against an

PPLICATION

- application even though the patent date is af-

fi.1

er the filing date of the application, pro-
ided to the filing date of the patent is

not disclose the inventive con-  prior to the filing date of the spplication,

iary ref-

caxander Mil-

Co. v. Davig-Bournorville Co., 1926 C.D.
4 O.G. 817; and was enacted into law
TS.C. 102(e). It was held appli-
rejections under 35 U.S.C. 103 by the

Rev. 23, Jan, 1970



L , ; 'SECTIONS IS INCORPORATED IN THE
~ Things believed t« ne d  REJECTION, THERE WILL BE LESS
in the art are ¢ e ‘CE OF A MISUNDERSTANDING
to be “well k “matters of : HE NDS OF REJECTION.
knowledge”. I ified, the Exar should e
not be oblige e to p - 706.03(a) Nonstatutory Subject Mat-
mentary proo : , o er
notorious character that judicial noticecanbe = T
taken, it is sufficient so to state. In re Mal- - Patents are not granted for all new and use-
colm, 1942 C.D. 580: 543 O.G. 440, If the ap-  ful inventions and discoveries. The subject

Jicant traverses such an ascertion the Exam.  matter of the invention or discovery must come
Iner should eit ference in support of his within the boundaries set forth by 35 U.S.C.
hosition: , 101, which permits patents to be granted only
S Fa for “any d useful process, machine,
lenge such asserti : : - manufacture, or composition of matter, or any

mitted prior art. S re Gunther, 1942 C.D. ~ new and useful improvement thereof. !

339: 538 O.G. 744; In re Chevenard, 194+ C.D. _ The term “process” as defined in 35 U.S.C.
- 141; 500 O.G. 196. This applies also to asser- 100, means process, art or method, and includes
tions of the Board. In re Selmi. 1946 C.D. 2 new use of a known process, machine, manu-

595: 591 O.G. 160: In re Fischer, 1942 CD. facture, composition of matter, or material.
295: 538 O.G. 503. ’ - LA Judicial decisions have determined the lim-

\ its of the statutory classes. Examples of sub-
706.03 Rejections Not Based on Prior ject matter not,patenta’ble under the Statute
. A" [R-18] PrINTED MATTER '

follow: '

_ The primary object of the examination of an For example, a mere arrangement of printed
application is to determine whether or not the ~ matter, though seemingly a “manufacture,” is
rlaims define a patentable advance over the  rejected as not being within the statutory
prior art. This consideration should not bhe  classes. : '
relegated to a secondary position while undue = i :
emphasis is given to non-prior art or “technical” NATORALLY OCCURRING ARTICLE
rejections. Effort in examining should be con-  GQimilarly, a thing occurring in nature, which
centrated on truly essential matters, minimizing = g substantially unaltered. is not a “manufac-
or eliminating effort on technical rejections  tyre” A shrimp with the head and digestive
which are not really critical.  Where a major  tpact removed is an example. Ex parte Gray-
rechnical rejection is proper (e.g., lack of proper  gon 51 USPQ 413. ' )
disclosure, undue breadth, utility, etc.) such re- ’
iection should be stated with a full development
of the reasons rather than by a mere conclusion
coupled with some stereotvped expression,

Genernlly speaking, the inclusion of (1)
negative limitations and (2) alternative ex-
pressions, provided that the alternatively ex-
;}resscd ¢'lem(?1t]s are basieally equivalen(;s for
the purpose of the invention, are permitted if no Qi . ‘
nnr'([rfnint_v or ambignity with I:-os ect to the : ScreNTIFIC PRU,\CI”‘E
anestion of scope or hreadth of the claim is A scientific principle, divorced from any
presented, tangible structure, can be rejected as not

The Examiner has the responsibility to make  within the statutory classes. O'Reilly v. Morse.
siire the wording of the claims is sufficiently de- 15 Howard 62.
finite to reasonably determine the scope. Tt is This subject matter is further limited by the
. applieant’s responsibility to select proper word-  Atomic Energy Act explained in 706.03(h).

67
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MeTHOD oF Doixe Busivess

Though seemingly within the category of a
process or method, the law is settled that a
method of doing business can be rejected as not
 being within the statutory classes. Hotel Se-
curity Checking Co. v. Lorraine Co., 160 Fed.
467.




rought

_ Energy Commiss
cations for paten
pear to disclose,
_Inventions or di

o

; T
fact discloses subject matter in
fied by the Atomic ‘Enetgyv() ‘t\ﬁct. .

in the Pat

‘Review for screening
nder Rule 14(c), In
er to fulfill his respon-
151(d) (42 USC
ergy Act. Paperssub- -

, -om
§1d) of the Atomi
sequently added must

the Ex * W
whether the application ;
_ relateto atomic energy and those so related must

inspected promptly by

s been amended to
be promptly forwarded tQ,ﬁLinf;}ﬁhQ}

Y. 2185) of the
nade only by Group 2

«’\'77/06.03 (C)”"/"”’Functional -

" Seo Ex parte Ball et al., 1953 C.D. 4; 675

0.G. 5 In re Arbeit et al., 1953 C.D. 409;
2;;{ 0.G. 843 and Ex parte Stanley, 121 USPQ

. ~ Section 112 of the Patent Act of 1952 con-
sists of three paragraphs, which read as fol-

lows: -

The specification shall contain a written deseription
of the ‘invention, and of the manner and process of
~ making and using it, in such full, elear, concise, and
‘exact terms as to enable any person zkilled .in the art
to whick it pertaing, or with which it {5 most nearly

Rev. 18, Oct. 1908

laim the subject matte

such clai

eived to determine

_ support.

_contain language ap y paragraph 3
n should always be tested additionally
wnce with paragraph 2 and if it fails

for compliance witl raph 2 and 111
with the requirements of paragraph

to comp

2. the claim should be so rejected and the rea-

ns fully stated.

Paragraph 3 of secti/cm, 1'1é,m‘a" es no change |

in the established practice of rejecting claims
as functional in situations such as the fol-

| ,lowing ; ns , , ;
~ guage not supported by recitation in the claim
 of sufficient structure to warrant the presence .

im which contains functional lan-

of the functional language in the claim

- example of a claim of t 1is character may be
found in In re Fuller, 1929 CDh
979. The claim reads: | i

. 172; 388 O.G.

"\ woolen cloth having a tendency to wear

~ rough rather than smooth.

2. A claim which recites only a single means

‘and_thus encompasses all possible means for

performing a desired function. For an ex-

' ample, see the following claim in Ex parte
 Bullock, 1907 C.D. 93: 127 0.G. 1580:

1In a device of the class described, means for
transferring clothes-carrying rods from one
position and depositing them on a suitable

2706.03(d) Vague and Indefinite

When the Examiner is satisfied that patenta- ‘
ble novelty is disclosed and 1t 18 apparent to




_ a ground for rejection.

expression ‘and the apmees
ed even though

&anly ]ustxfy a reject ro
the c]anlm is vague and deﬁmt

~ The rejection of 2 clazm as mdeﬂmz‘e would
‘ ‘appear to present no difficulties. On occasion,
 however, a great deal of effort is required to

_explain just what is wrong. with the claim.

when writing the Examiner’s Ietter _ Althonglh:

cooperation with the attorney is

mended, undue time shy ot be

to guess what the atto as trying

the claim. Son:etimes. a

: }plus the statement that a certain line is mean
. is ~ sufficient.

sible he should offer a definite suggeetlon for
- correction.

Inclusion of a negatn'e limitation, such as a
“metal. excepting nickel”, may make a claim
indefinite. Fxpressmns stuch as: “anhvdmus
“colorless” and “non-poisonous” have been

~ allowed. They can be definite and are by

~ far the least cumbersome way to express the
limitation. The mere inclusion of reference
numerals in a claim otherwise allowable is not
_But see Ex parte Os-

~ borne, 1900 C.D. 137; 92 0.G. 1797.

Alternative expreSsmns such as “brake or

~locking device” may make a claim indefinite if
the limitation covers two different elements.

If two equivalent parts are referred to such as

“rods or bars”, the alternative express:on may
be considered proper.

Still another way in which a claim can be in-
definite is where a non sequitur occurs. For
example, a claim is inferential and therefore
indefinite when it recites “said lever” and there
was no earlier reference or no antecedent in
the claim to a lever. An indirect limitation
also affords a ground of rejection as indefinite.
If a “lever” is set forth and, later in the claim,
“caid aluminum lever” is recrted the claim is
rejected as indefinite.  [R-27)

- 706.03 (&) Produd by Process
27]

An article which ~annot be described in any
other manner, may be claimed by a process of

[R-

. Accerdmgly both
: ,chamctemstlcs an

jection as indefinite

_Ing The Examiner’s acticn
should be constructive in nature and when pos-

ca ot ‘wxis.ﬁc ibed except by reference to thei,
ss of making it, In re Dreyfus and
tehead, 1935 C.D. 386; 24 USPQ 463.

ct clmms described

’“olﬁ‘e »s’rpo S. 852.

 706. 03'( { ) Incomplete |

claim can be rejected as mcomplete if it

_ omits essential elements, steps or necessary
structural cooperative relationship of elements,
omission amouniing to a gap between the

ents, steps or necessarv structural connec-
. Greater latitude is pormnssnble with re-
pect to the definition in a claim of matters not
ssential to novelty or cperability than with
resneci to matters essential thereto See also

§706.08(d).
706 03(g)

Prohx

Clmms are reJected as prol:z when thev con-
tain long recitations of unimportant details
which hide or obscure the invention. Ex parte

Tagan, 1911 C.D. 10; 162 O.G. 538, expresses
the thought that very long detailed clalms set-

_ting forth so many elements that invention can-
~not posmb]y reside in the combination should
be rejected as prolix. See also In re Ludmck

1925 CD 306; 339 0.G. 393

706.03(h) Nonstatutory Claim [R-

27]

Some applications when filed contain an om-
nibus claim such as “A device substantxally as
shown and described.”

Such a claim can be rejected as follows:

Claim ... is rejected for failing to par-
, tmulnrly point out and distinctly claim the
invention as required in 35 U.S.C. 112.

For cancellation of such a claim by Examin-
er’s Amendment, see § 1302.04(b).

706.03 (i) Aggregation [R-27]

Rejections on the ground of agqregation
should ke based upon a lack of cooperation be-

Rev. 27, Jan. 1871



Ezample of
rburetor clai

e engine. '
A claim is not neses
_ecause the various elements’
multaneously. A typewriter, for example, is a
 good combination. Neither is a claim necessar-
iy nggregative merely because elements which
~do_cooperate are set forth in specific detail. -

arily aggregative be-
‘do not funection si-

jection on the ground of old combina-
“(synonymous with “exhausted combina-
_requires the citation of a reference, but
treated here because of its relation to agore-
gation. The reference (not a combination of
~ references, of course) is cited, not to antiei-
pate the claim. but to anticipate the broad
- combination set forth in the claim. Moreover,
the cooperation and result between the ele-
ments in the reference must be the same as it
18 in the claim. iy
- A rejection on the ground of old combination
should be made whenever proper. Whether
subcombination claims have been presented or
‘allowed in the same application, or whether
other grounds for rejection of the combination
claims exist, are not determinative of the pro-
priety of this rejection. The rejection is proper
when a single reference discloses broadly a com-

operating in substantially the same manner to
produce substantially the same results as that
of the claimed combination. Ez parte Silver-
stein, 125 USPQ 238. The fact that an appli-
cant has improved one element of a combina-
tion which may be per se patentable does not
entitle him to a claim to the improved element
in combination with old elements where the ele-
ments perform no new function in the claimed
combination. In re Hall, 41 CCPA 759.
Example: An improved (specifically recited)
carburetor elaimed in combination with a gaso-
Jine engine, A reference is cited which shows
a carburetor combined with a gasoline engine,
This shows the broad combination to be old.
Both in the reference and in the claimed com-

Rev. 27, Jan. 1971 70

“modify. the action of the co

‘claim 1 differs from that shown in Jones in

bination of the same elements functionally co- ] ]
‘appear to be logical as well as convenient.

T3

, ~eombination is an

ver the prior ly because
ved carburetor.  The carburetor
status, since entire subclasses are
rhure claimed as such. A
cited to show the sepa-
opment. = (See § 904.01

odify the ac i mbination. A sug-
gested form for use in maki n old combina-.
tion rejection is as follows: L

“Claim 1 is rejected under 35 U.S.C. 112 as

‘being drawn to the old combination of a bell,

a battery and a switch connected in series by
wire conductors. This combination is shown
to be old by the patent to Jones which discloses

_ broadly the same elements funtionally inter-
~ related in the same manner to produce substan-

tially the same results. The combination of

setting forth a specilic construction of the bat-
tery itself. - Since the latter does not modify

the action of the other elements recited in the
~ claim in any material manner, no new combina-

tion is seen to exist. In re Hall. 100 TUSPQ
46; 41 CCPA 759,‘ 208 F. 2d 370: 680 0.G.5.”

706.03(k) Duplicate Claims; Double
Patenting [R-27]

Inasmuch as a patent is supposed to be lim-
ited to only one invention or, at most, several
closely related indivisible inventions, limiting

an application to a single claim. or a single

claim to each of the related inventions might

However, court decisions have confirmed ap-
plicant’s right to restate (i.e., by plural claim-
ing) his invention in a reasonable number of
ways. Indeed, a mere difference in scope be-

1ween claims bas been held to be enough.

‘Nevertheless, when two claims in an appli-
cation are duplicates, or else are so close in
content that they both cover the same thing,
despite a slight difference in wording, it is
proper after allowing one claim to reject the
other as being a substantial duplicate of the
allowed claim. Also, it is possible to reject
one claim on an allowed claim if they difler
only by subject matter old in the art. The lat-
ter ground of rejection is set forth in the fol-




, and cla:ms 50, '

over claim 50 in view of Com:

- which shows that it is old to enplo’ an en
The cla

vention, and 2 phc‘lm‘ ca

‘ applxcant’s ' r
“claims by

, permitted to multxplﬂ

presenting alleged combinaticns which distin-
guish from the real invention only by including
~ elements which are old in the art and perform
_no new function.”
_ This rejection (the ex parte Whitelaw doc-
“trine) is usually not applied if there are only

a few claims in the applicatic
Situations relnted to that oi
follows: '

Where there is a common  assizmee for two

or more applications by different inventors, and

the applications contain conflicting clalms, see

§§ 305 and 804.03,

70.1

above are as

ent apphcatmncz of the same mventor, one of

-hich is assigned, see § 304, :
‘Where: the same mventor has two or more

_ applications for species or for related inven-

tions, see Chapter 800, particularly §§ 804-

06.04 (h). 822 and 822,01 for double pat-

mma rejections of m\em‘mm not pan-ntnlole,

over each other.

‘ned tha undm'

reject a

n the parent patent if

onnl apphmtmn is filed as a result of

ement for restriction made by the Office

even t]mugh the requirement for resmctmn
relates fo species. In re Joyce, 1958 C.D.

5 >Q 412. See also In re Herrick et al
1958 C.D. 1; 115 USPQ 412 where the Com-

Rev, 27, Jan. 1971




ain claims for purposs
umber of which is not

umber specxﬁed ~by’ tho

may

‘may be presented,
from each other and

. If the rejection on multiplicity is adhered to.
all claims retained will be included in such
rejection and the selected claims only will be
additionally examined on their merits. z

. procedure preserves *‘P’i’licant’s‘ right to have
 the rejection on multiplicity reviewed by the

d _ Board of Appeals.

,gro’und,should include all the claims in the case
_inasmuch as it relates to confusion of the issue.
_ To avoid the possibility that an application
which has been rejected on the ground of un-
due multiplicity of claims may be
the Board of Appeals prior to an examination
on the merits of at least some of the claims
 presented, the Examiner should, at the time of
 making the rejection on the ground of multi-
_ plicity of claims, specify the number of claims
which in his judgment is sufficient to prop-
__erly define applicant’s invention and require
the applicant to select certain claims, not to
‘exceed the number specified, for examination on
the merits. The Examiner should be reason-

able in setting the number to afford the appli-

- cant some latitude in claiming his invention.
If a rejection on multiplicity is in order the
Examiner should make a telephone call explain-
ing that the claims aré aifiduly multiplied and
will be rejected on that ground. He should
. request selection of a specified number of claims
_ for purposes of examination. ,
If time for eonsideratinn is requested arrange-
‘ments should he made for a second telephone
call, preferably within three working days.
When claims are selected, a formal mualti-
plicity rejection is made, including a complete

_record of the telephone interview, followed by

an action on the selected claims.

When applicant refuses to comply with the
telephone request, a formal multiplicity rejec-
tion is made. No reference should be made to
the unsuccessful telephone call. ;
The applicant’s response to a formal multi-
plicity rejection of the Examiner, to he com-
plete, must either:

1. Reduce the number of claims presented to
those selected previously by tekg;hone, or if no
previous selection has been made to a number
not exceeding the number specified by the Ex-
aminer in the Office action, thus overcoming the
rejection based upon the ground of multiplicity.
or

A=BYT O - 649 < 2

706.03(m
appealed to |

s
o Framiner's holding. o
W k706.03(h)k Coi'respondence of Claim

- rejected claim to the disclosure. In chemical

 See also section 706.03(k).

) Nonelected Inventions

3 [R-20] o g ’
See sections 821 to 821.03. See particularly
the Jast paragraph of section 821 for the neces-
sity of rejecting claims, which stand withdrawn

becanse they are not readable on the elected

ies. where applicant has traversed the

and Disclosure [R-20]

Rule 117. Amendment and revision required. The
specification, claims and drawing must be amended and
revised when required, to correct inaccuracies of de-
scription and definition or unnecessary prolixity, and
to secure correspondence between the claims, the speci-
fication and thedrawing. S

Anofher C dry of rejections not based on
the prior art is based upon the relation of the

cases, & claim may be so broad as to not be
supported by disclosure, in which case it is
rejected as unwarranted by the disclosure. If
averments in a claim do not correspond to the
averments or disclosure in the specification, a
rejection on the ground of inaccuracy may be
in order. It must be kept in mind that an
original claim is part of the disclosure and
might adequately set forth subject matter
which is completely absent from the specifica-
tion. Applicant is required in such an in-
stance to add the subject matter to the specifi-
cation. Whenever an objection or rejection is
made Dbased on incomplete disclosure, the Ex-
aminer should in the interest of expeditious
prosecution call attention to Rule 118, Tf sub-
ject matter capable of illustration is originally
claimed and it is not shown in the drawing, the
claim is not rejected but applicant is required

Rev. 20, Apr. 1969




. indl

18 sometimes
hereto. Such a
d that it is drawn

atter includes not only

h;)l]v unsupported subject ,706 03 ( ) Slatutorv Bar o

atent Appeals in In e Tai'czy- ,’ '

:Hornoch appearing at 158 USPQ 141, process
or method claims are not subject to rejection by

- Patent Office

ng specific percentages or

~ compounds after
or even the omission of a step from a method.
See sections 608.04 to 608.04(¢).
~ In the examination of an application fol-
_lowing amendment thereof, the Exammer must
be on the alert to detect new matter. The pro-
hibition against new matter has been incorpo-
rated into the patent statute. These re]ectlonq
are based on 35 U S.C. 132. ' ;

706 03((p) No L'tiluy

[R——20'| '

rejection on the ground of lack of utzlzty,
of inopera-

es the more specific grounds
tiveness, involving perpetual motion, frivolous,

fraudulent, against public policy. The statu-
tory basis for this rejection is 25 U.S.C. 101.

See section 608.01(p). i
706.03(q) Obvious Method [R-16]

A process which amounts to nothing more
than an obvious manner of producing an article
or product is not patentable, L\n Applicant may
mivent a new and useful article of manufacture.
Once the article is conceived. it often happens
that anyone skilled in the art would at once be
aware of a method of making it. In such a
case, if applicant  asserts both article and
method claims, the article claims are allowed
but the method claims may be rejected as being
drawn to an obvious method of making the
ll?‘fd/'lﬁ
- While a rejection on this ground does not re-
quire the citation of art or the allowance of any
claim, it must be apparent to a person ordinar-
ily skilled in the art, withont reference to any
method disclosure contained in the application,
now the rlnimed article was made, It other
words, the rejection is proper if such o person
would be able, upon the basis of his own knowl-
edge, to perform the claimed method merely
fmm having the claimed article shown to him
or by being told what ingredients it oontmnwl
Note in re Larsen, 49 C.C.P.A, 711; 130 17.8.-
PO 209 292 T, 2d 631,

Reyv, 20, Apr, 1069

. broader original disclosure,

Xaminers soleiﬂy on the’, round,
that they define the inherent unctmn ofa dls- '

°losed machine or appamtus ,
[R—ZO] : ,

Another c'\tegor) of re;ectmns not based on
the rior art finds a basis in_some prior act of

“applicant, as a result of Whth t e claim is
'de_nlcd him. - ‘ :

the “invention

“shall be entitled to a ‘patent unless—

Au:wno‘m vr or INvENTION

Inder 35 U 10')(0), abandomneut of

‘ distinguished from aban-
donment of an application) 1esu]ts in loss of
nght to a patent. ‘

OWN Pmon F OREIGN PATE T

102, C’mzd:tumﬂ for natenta-

Ezxiract from 35 . 8.(C.
A person

bility; novellty and Ilnsz of right to patent,

” S * : J i *
(d) the invention was first patented or caused to
he patented by the appiicant or his legal representatives

“or assigns in a foreign country prior to the date of the

application for patent in this country on an‘appliea-

tion filed wore than twelve months hefore the filing of

the application in the United States.

The statute above quoted establishes four
conditions which, if all are present, establish a
bar against the O’I‘.lnflmf of a pdtbnt in this

country :

(1) The foreign application must be filed
more than one year before the filing in the
Tnited States.

(2) It must be filed by the applicant, his legal

repreq?m.ltlveq or Assigns.

[

(8) The foreign patent must be actna]ly
granted (e.g., by sealing of the papers in Great
B ritain) before the ﬁlmgz in the United States
or, since foreign prmw!nrm differ, the act from
whieh it et be said that the invention was pat-
ented, has ocenrred. It need not be published.
Ly parte Grosehwitz et al, 138 U.S.P.Q. 505
discusses the meaning of *p: atented” as npplmd
to (zermian pmvwhneq

(4) The same invention must be mvolvcd

If such o foreign patent is discovered by the
Examiner, the erPr‘fl()n is made under 35
[7.5.C. 102(d) on the ground of statutory bar.

The new law only .lpph(’-& to applications
filed after January 1,1952,




.tion to it. :

Fonma Frasec ITHOUT mesx

85 US. o 184. Filing of application in foreign coun;
,' try Except when auttborized license obtained
from the Commlssioner a perso shall not file or cause -
or authorize to be filed in-any foreignfcountry prior to
six months after filing in the United States an applica-
tion for patent or for the registration of a u_tillty model,
industrial design, or model in respect of an inve
ruade In this country. A license shall not be granted
_with respect to an invention subject to an order issued

by the Commissioner pursuant to section 181 of this

titie without the concurrence of the head of the depart-
ments and the chief officers of the agencies who caused
the order to be issued. The license may be granted
. retroactively where an application has been inadvert- f
ently filed abroad and the application does not disclose ,
at invention within the scope of section 181 of this title.
The term “‘application” ‘when used in this chapter
includes applications #nd any modifications; amend:
ments, or supplements thereto, or divisions therecf.
35 11.5.0. 185. Patent harred 1or filing without hl-en 87,
Notwithstanding any other pravisions of faw any per-
and his stieeessoces, 19, or legal Tepresents.
[nited Srates ]mtr»nr for nn
ntion if thar person, or his sliceessors, -assigns, or
ally awithont “procuring the
preseribed in section 184 of othig title, have
wmade” or consented 1o or assmed another's making,
applieation in a Toreign country for.a patent or for the
registration of a utility model, industrial design, or
model in respect of the invention. A United States
patent issued to such person, his successors, asgsigns, or
legal representatives shall be invalld.

<on, assigns,

tives, shiall nor receive s

PRl repr eseltatives

N id pL1N

If, upon examining an apphcatlon the Fx-
aminer learns of the existence of a corrmpond
ing foreign application which appears to have
been filed hefore the United States application
had been on file for six months, and if the in-
vention apparently was made in this country,
he shall refer the applieation to Licensing
and Review Section of Group 220, ealling at-
tention to the foreign applic: rtion. Pending
investigation of the possible violation, the ap-
plication may be returned to the I}.iunmmg
CGiroup for prosecution on the merits. When it
18 otherwise in condition for allowance, the ap-

721

1fit shou]d be kneceesa ¥ to take action under
35 U.S.C. 185, Licensing and Review Section of
Gr'oup,220, f ' ransfer of the apphca-;

s to an invention in pubhc use

_or on sale in the United States more than

twelve months before the effective U.S. filing
date are also rejected. 35 U.S.C. 102(b).

706.03(1)

Other Assxgned Apphcatlon‘ S
[ R—-l9]

,-\% pointed out in section 304, assignment. of
“one of several ~overlapping applic ations of the
_same inventor may give rise to a ground of

reject]on See a,]%o cootlonq 305 and T06.03( k3.

706.03( u) : stclalmer [R——19]

~ Claims may be re]ected on the ground that
applicant has disclaimed the qub]ect matter in-
volved. Such disclaimer may arise, for exam-
ple. from the applicant's failure:
{a) to make claims suggested for mterfer- ,
ence with another application nm]m Tnde 203,
section (1101.01(m) ), '
(hY toccova claim from a patent when sug-
gested by the K \mnmm.smtmn 1161.02(1) ) jor

{(¢) to respond or appeal. within the time
limit fixed, to thv Examiner’s rejection of
elaims mnmd from a patent {see I wle 206 (h)
and section 1101L.02(£)). '

The rejection on disclaimer applies to ail

~claims not patentably distinet fromn the dis-

claimed subject matter as well as to the cinims

directly involved. o

706.03(v) After Interference or Pub-
' lic Use Proceeding [R--20]

For rejections following an interference, see
<ections 1109 to 1110,

The outcome of public use proceedings may
alzo be the basis of a rejection. (See Rule 292.)

Upon termination of a public use proceedings
ieluding a case also involved in interference,
in order for a prompt resnmption of the inter-
ference proceedings, a notice should he sent to
the Board of Patent Interferences notifying
them of the disposition of the public use pro-
ceedings. j

Rev, 20, Apr. 1969



ground of rejection as res judicata ; -
Budde, 150 US.P.Q. 469; 828 O.G. 409. "
- T on should be used only when the
- earlier decision was a decision of the Board of ’
Appeals or any of the reviewing courts and
when the time for further court review has ex-

Rev. 16, Apr. 1988 72.2



ope of the claims
‘unless the reissue is appl
ars from the grant of

his is an absolute
sed. Thi ibition has bee
apply to
respect than

tion of undue delay. _
The same section permits t
lication by the assignee of the enti

nly in cases where it does not “enlarge

years, the Examiner does not go into the ques-

. the sco
also be rejected as barred by the statute.

A defective reissue oath affords a ground for
rejecting all the claims in the reissue appli-
cation. See 1401.08. ol

Note that a reissue application is “special”
and remains so even if applicant does not make
a prompt response. : s

706-03 (y) Improper Mnrkush Group

Ex parte Markush, 1925 C.D. 126; 340 O.G.
839, sanctions, in chemical cases, claiming a
- genus expressed as a gro%) consisting of cer-
tain specified materials, Thi

employed when there is no commonly accepted

scope with the field which the applicant de-
sires to cover. Inventions in metallurgy, re-
fractories, ceramics, pharmacy, pharmacology
and biology, may be claimed under the Mar-
kush formula but it has consistently been held
to be improper to extend it to purely mechani-
cal features or process steps. It is improper to
use the term “comprising”’ instead of “consist-
ing of”. Ex parte Dotter, 12 T.S.P.Q. 382,
“Regarding the normally prohibited inclusion of
Markush claims of varying scope (generic and
subhgeneric for example) in the same case, see
Ex parte Burke, 1934 C.D. 5;: 441 O.G. 509.

The nse of Markush claims of diminishing
scope should not, in itself, be eonsidered a suffi-
cient basis for objection to or rejection of claims.
However, if such a practice renders the claims
indefinite or if it results in undue multiplicity,
an appropriate rejection should be made. This
practice with respect to Markush claims of
diminishing scope is being continued.

The materials set forth in the Markush gronp
ordinarily must belong to a recognized physi-

ALBeR34 () - 1 .

Such claims which do enlarge the scope may

generic expression which is commensurate in

bar and

imed’yrelatxonship, 5

r very nature or from

hem this prop-

be applied as liberally

‘ , farkush expression is
only to a portion of a chemical com-

| pound, the propriety of the grouping is deter-

ts the fling of a re-

of the claims of the original patent™. 1en mate
related as to constitute a proper Markush group, .
“they may be recited in the conventional manner,

sidered proper. ;

s tvpe of claim is

to the merits and is appealable.

 minéd by a consideration of the compovnd as
_a whole, and does not depend on there bein

) properties in the members of -
the Markush expression. ' '
YWhen materials recited in

a community of

a claim are so

or alternatively. For example, if “wherein R
is a material selected from the group consisting
of A, B, C and D” is a proper limitation then
“wherein R is A, B, C or D” shall also be con-

A rejection of a Markush type claim based
on any of the grounds pointed out above relates

 SuseexUs CLamM .
- A situation may occur in which a patentee
has presented a number of examples which, in

the examiner's opinion, are sufficiently repre-
sentative to support a generic claim and yet a

~court may subsequently hold the claim invalid
Yound of
o

~on the ground th. h
happens the patentee is often limited to species
‘claims which may not provide him with suit-

73

undue breadth. Where this

able protection. o o

The allowance of a Markush type claim under
a true genus claim would appear to be bene-
ficial to the applicant without imposing any
undue burden on the Patent Office or in any way
detracting from the rights of the public. Such
a subgenus claim would enable the applicant
to claim all the disclosed operative embodi-
ments and afford him an intermediate level of
protection in the event the true genus claims
should be subsequently held invalid!.z

The examiners are therefore instructed not
to reject a Markush type claim merely because
of the presence of a true genus claim embra-
cive thereof. , :

See also 608.01(p) and 715.083.

706.03(z) Undue Breadth

In mechanical cases, broad claims may prop-
erly be supported by a single form of an ap-

Rev. 17, July 1968




their propert ’ AT
_ cant’s specification either by the enumemtxo

 of a sufficient number of the members of a
_ group or by other appropriate language, that

the chemicals or chemical combinations in-

cluded in the claims are capable of accomphsh *

ing the desired result.” The article “Broader
than the Dlsclosure in Chemlcal Cases”, 31

~ JPOS, 5, by Samuel S. Levin covers this sub-

ject in detml

: 706.04- Rejecnon of Previously Al-
' lowed Claim

A claim noted as allowable shall thereafter
be rejected only after the proposed rejection
has been submitted to the Primary Examiner
for consideration of all the facts. and apprm al
of the proposed action.
 Great care should be exercised in authonzmg
~ =uch a rejection. See Ex parte Grier, 1923
C.D. 27; 309 O.G. 223;: Ex parte Hay, 1909
C.D. 18; 139 O.G. 197.

Previorvs AcrioN BY DirrFErENT EXAMINER
Full faith and credit should be given to the

search and action of a previous examiner un-.
less there is a clear error in the previous action
or knowledge of other prior art. In general, an
examiner should not take an entlrely new ap-

proach or attempt to reorient the point of view

of a previous examiner, or make a new search

in the mere hope of finding something.
Because it is unusual to reject a previr)usly

allowed claim, the Examiner should point out

in his letter that the claim now being rejected
wag previously allowed,

706.05 Rejection After Allowance of

Application

See 1308.01 for a rejection based on a refer-
ence. '

For rejection of claims in an allowed case
which has failed to make the date of a senior

RBev. 17, July 1968

: 'whereupon appl! cant's response Is liml :

the case of rejection of any claim 191) or to

~amendment as specified in rule 118, Petition may be
taken to the Commissioner in the case of objectlons

or requlrements not involved in the rejection of any
claim (rule 181’0 Response to a final rejection or: .
action must include cancellation of, or appea! from the
ro jection ‘of, each clalm ‘g0 rejected and, if any ‘claim
stunds allowed, compuance wlth any requirexnent or
objecﬂon as to form. :
(b) In making such final rejection, the examlner
shall repeat or state all grounds of rejection then con-
sidered applicab : jyto the claimg in the case, clearly :
stating the rea: :

Before final rejection is in order a clear issue
should be developed between the Examiner and
applicant. To bring the prosecution to as
speedy conclusion as possible and at the same -

~ time to deal justly by both the applicant and

the public, the invention as disclosed and
claimed should be thoroughly searched in the
first action and the references fully applied;

and in response to this action the applicant
should amend with a view to avoiding all the
grounds of rejection and objection. Switching
from one subject matter to another in the,

claims presented by applicant in successive

amendments, or from one set of references to
another by the Examiner in rejecting in suc-
cessive actions claims of substantially the same
subject matter, will alike tend to defeat at-
tmmng the goal of reachmg a clearly defined
issue for an early termination; i.., either an
allowance of the case or a final re]et,tzon
While the Rules no longer give to an appli-
cant the right to “amend as often as the Ex-
aminer presents new references or reasons for
rejection”, present practice does not sanction
hasty and ill-considered final rejections. The
applicant who is seeking to define his invention
in claims that will give him the patent protec-
tion to which he is justly entitled should re-
ceive the cooperation of the Kxaminer to that
end, and not be prematurely cut off in the

appeal in




, . toa ful] and fair
ges in or k ' , ing  between applicant
bé»f(:)m th@ Pri Examiner, can no innger  veloped, if possible,
, Imd a r@fuge in he Rules to ward oﬁ a hnal ~ cuted. However, it is m
- m;whon. o ¢
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74.1 , Rev. 17, July 1968




ated. They

such an exfent that applicant may readily judge
y of an appeal unless a previous

the advisability of :
(single) Office action contains a complete state-
 ment supporting the rejection. ’

 However, where a single previous Office ac-

tion contains a complete statement of a ground

of rejection, the final rejection may refer to

such a statement and also should include a re-

buttal of any arguments raised in the appli-

_cant’s response. If appeal is taken in such a
case, the

A summary indicating the final disposition
of each claim is desirable and also a statement
that: : Gl :

“This is 2 FINAL rejection”. G

The Office action first page form POL-326
should be used in all Office actions up to and
including final rejections. L

‘ kseﬁeusections 71412 and 714.13. [R-20]
~ 706.07(a) Final

Proper on Second Action

[R-22]

Due to the change in practice as affecting
final rejections, older decisions on questions of
prematureness of final rejection or admission of
subsequent amendments do not necessarily re-

second actions on the merits shall be final, except
where the Examiner introduces a new ground

the application by applicant. Furthermore, a
second action on the merits in any application
will not he made final if it includes a rejection,
on newly cited art, of any claim not amended
by applicant in spite of the fact that other
claims may have been amended to require newly
cited art.

See section 809.02(a) for actions which indi-

cate generic claims not allowable.
In the consideration of claims in an amended
rase where no attempt is made to point out the

art of

, xaminer’s Answer should contain a
complete statement of the Examiner’s position.

' Any question as to premafureness of a final

“The above rejection is made FINAL”, or

~iner. 'This is purely a question of practice,
For amendments filed after final rejeétion, :

, . viewable by petition.
Rejection, When .

flect present practice. Under {)lresent practice,

~ of rejection not necessitated by amendment of

. »Th’é clalms 6f anew & plication may beﬁna ly

rejected in the first Office action in those
tions where (1) the new application is a co
lication of, or a substitute for, an
application, and (2) all claims of the new
lon (a) are drawn to the same invention
nimed in the earlier application, and (b)
would have been properly finally rejected on the
ord in the next Office action if the
entered in the earlier application.
irst on final rejection in a continuation-in-
part application is not proper where any claim
includes subject matter not present in the parent
Final
tare

706.07(c)

Rejection,y : Prema-

rejection should be raised, if at all, while the
case is still pending before the Primary Exam-

wholly distinct from the tenability of the re-

“jection. It may therefore not be advanced as a
~ground for ap

al, or made the basis of com-

plaint before the Board of Appeals. It is re-

706.07(d) Final Rejection, With-
~ drawal of, Premature
If, on request by applicant for reconsidera-
tion, the Examiner finds the final rejection to
have been premature, he should withdraw the
finality of the rejection. s

706.07(e) Withdrawal of Final Re-
Lo jection, General [R-22]

‘See sections 714.12 and 714.13, Amendments
after final rejection.

Once a final rejection that is not premature
has been entered in a case, however, it should
not be withdrawn at the applicant’s request ex-
cept on the showing of Rule 116. This does
not mean that no further amendment or argu-
ment, will be considered. An amendment that

~will place the case either in condition for al-

lowance or in hbetter form for appeal may be
admitted.  Also, amendments complying with
objections or requirements as to form are to be

Rev. 22, Oct. 1969




that the previousl
allowable, then th
mthdmwn Occasional

' _purpose o
ground of rejection, this practlee isto
to situations where a new reference eith

' meets at least one claim or meets it except for
dlﬁerenees which are shown to be eompletely !

obvious. Normally, the previous rejection
should be mthdmwn with respect to the clalm
or claims involved.
__The practice should not be used for aprhca-
 tion of subsxdxary references, or of cumu

eons:dered to be better than those of reco:

Furthermore, the practice should not be. used
for entering new non-reference or so-called “for-
mal” grounds of re]ect;lon such as those under

35 US.C. 112,
When a final rejection is

ordinarily entered.

‘ 707 Examiner’s Leuer or Actlon ,

[R-22]

Exztract from Rule 104. (b) The applicant will be
notified of the exammer s actlon. The reasons for any

be stated and such information or references will be
given as may be useful in alding the appllcant to judge

of the proprlety of contlnuing the prosecutlon ot his

application. = :
Under the current first actlon pmcedure, the
Examiner signifies on the action form POL-326
certain information including the period set for
response, any attachments, and a “summary of
action,’” the position taken on all claims.
_ This procedure also allows the Examiner, in
rcise of his professional judgment to
indicate that a  discussion with applicant’s
representative may result in agreements
whereby the application may be placed in con-
dition for allowance and that the Examiner
will telephone the representative within about
two weeks, Under this practice the applicant’s
representative can be adequately prepared to
conduct such a discussion. Any resulting amend-
ment may be made either by the applicant’s

ative
references, or of references which are mererlg e

wlthdrawn, all o
amendments filed after the fmal re]ectlon are_

adverse action or any obfectfon or requirement will ‘

“or election of species is to be required, or
“whether the claims are to be considered on

~ Drawings, PO-948 and ‘ =
Patent Apphcahon, PO-152 are atta hed to the L

first action. o
The attachments lm'e the same

mt}ﬁln the Office.

, 707 01 Prxm

Action for New Assnstant
20] '

After the search has been completed action

[R~-

ﬂ"ls taken in the light of the references found.

Where the As51stant Examiner has been in the

‘Office but a short time, it is the duty of the

anary Examiner to go into the case thor-
oughly. The usual procedure is for the As-
sistant Examiner to explain the invention and
discuss the references which he regards as most
pertinent. The Primary Examiner may indi-
cate the action to be taken, whether restriction

their merits. If action on the merits is to be
given, he may indicate how the references are
to be applied in cases where the claim is to be
rejected, or authorize allowance if it is not met
in the references and no further field of search‘
is known.

707.01(a) Partlal Slgmltory Authority
[R-22]

Examiners who are de]eguted partial signa-
tory authority are expected to sign their own

_actions with the exception of the following
- actions which require the signature of the Pri-

mary Examiner:

~ Allowances
Quayleactions

Rev. 22, Oct. 1060 76




appeal (§ 1208

eclarations or modifications.

~ Actions suggesting claims for interferen
. purposes (§ 1101.01(j)) an
Actions involving copled patent claims

amg
response (§ 711.03(a)). , -
~ Actions based on affidavit or declaration
evidence (Rules 131 and 132) (8§ 715.08
and 716). : ,
~ Suspension of Examiner’s action (§ 709).
~ Reissue cases (decisions on reissue oath or
- declaration) (§ 1401.08)). Ll
Rye?u)ests for an extension of time (§ 710.02
e)). o
Examiner’s amendments (§ 1302.04).
Restriction requirements (§ 803.01).
[R-25] .
. 707.02 Actions Which Require the
- Attention of the
Examiner [R-25]

There are some questions which existing prac-
tice requires the Primary Examiner to be per-
sonally responsible for. The following actions
fall in this category: i
Third action on any case (§ 707.02(a)).
Action on a case pending 5 or more years
(§707.02(a)). i
Final rejection (§ 706.07). - a
Initiating an interference (§1101.01(c)).
First request for extension of time (§ 710.02
e)). . o ; T
(Disposition of an amendment in a case in
interference looking to the formation of an-
other interference involving that application
(§ 1111.05). L ' : :
Decisions on

interference motions under

(88 110502 t0 1105.05). -

Rejection of a previously allowed claimn
(§ 706.04). ‘ :

Proposed rejection of a copied patent claim.
(If applicable to a patentee, see § 1101.02(1).)
Classification of allowed cases (§903,07).
Holding of abandonment for insufficient
response (§ 711.03(a)).

interference motions (§ 1105.06).

£ abandonment for insufficient

Primary

Rule 231; also, actions taken under Rule 237

70704

er’s action (§ 709).
filed application which
with 35 US.C. 112

advisability of a pat-

s for restriction (§ 803.
‘Withdrawal of final rejectior
and 706.07(e) ). i
All Examiner’'s Answers on.
Note also §1208.01 where a
_ of rejection or objection is raised
ence is cited, in the Answer,
‘Decision on reissue oath
(STA0108) 60 oo Sl
Decision on affidavits or declarations under
e (§715.08) and under Rule 132 (§ 716)..
. view of streamlined continuation
cases (§201.07). (0 |
For a list of actions that are to be submitted
jroup Directors, see §§ 1003 and 1004. |

70702(a) Cases UPfol‘Th“"lAcmm

- and Five-Year Cases

. R2

The Supervisory Primary Examiners should ,
impress their assistants with the fact that the
- shortest path to the final disposition of an ap-
_ plication is by finding the best references on

the first search and carefully applying them.
The Supervisory Primary Examiners are ex-
pected to personally check on the pendency of
every application which is up for the third offi-
cial action with a view to finally concluding its
‘prosecution. e
Any case that has been pending five years
should be carefully studied by the Supervisory
Primary Examiner and every effort made to
terminate its prosecution. In order to accom-
plish this result, the case is to be considered
“special” by the Examiner,

707.04 Initial Sentence [R-22]

The “First Page of Action” form POI.-326
contains an initial sentence which indicates the
status of that action, as, “This applieation has
heen examined” if it is the first action in the
case, or, “Responsive to communication filed
"’ Other papers veceived, such as sup-
plemental amendments, aflidavits, new draw-
ings, ete., should be separately mentioned. :

A preliminary amendment in a new case
should be acknowledged by adding a sentence
such as “The amendment filed (date) has been
received,”

m

Rev. 25, July 1070



to issue with no art cited, In the exoept :
where no prior art is cited, the Examiner must :
~ write “None” on a form PO-892 and insert it in
the file wrapper. On the allowance of a con-
tinuation application where references have
n cited during the prosecution of the parent
plication, no additional citation of the prior
rt 1s necessary. See § 1302.12.
In all continuing apphcatlons, the parent '
~applications should be revxewed for pertment
prlorart
Rule G’itation of rejemwea If domestic pat-
' ents be cited, their numbers and dates, the names of
“-the patentees, and the classes of Inventions must be
stated. If foreign patents be cited, their nationality
_or country, numbers and dates, and the names of the
patentees must be stated, and such other data must be
furnished as may be necessary to enable the applicant
to identify the patents cited. In citing foreign pat-
" ents, in case part only of the patent be involved, the
particular pages and sheets containing the parts relied
upon must be identified. If printed publications be
cited, the author (if any), title, date, pages or plates,
and place of publication, or place where a copy can be
found, shall be given. When a refection is based on
facts within the personal knowledge of an employee of
the Office, the data shall be as specific as possible, and
the reference must be supported, when called for by the
applicant, by the affidavit of such employee, and such
affidavit shail be subject to contradiction or explana-
tion by the affidavits of the applicant and other
persons.

707.05(a) Copies of Cited References
Provided by Reference Or-
der Section [R-22]

Copies of cited references (except as noted
below) are automatically furnished without
charge to applicant together wifth the Office ac-
tion in which they are cited, Copies of the cited
references are also placed in the application file
for use by the Examiner during the prosecution.

Copies of references which are cited at the
time of allowance, in Ex parte Quayle actions,

Rev. 25, July 1970 78

(1) ordering copies of the cited U.S.
(2) microfilming foreign and other references

Jicant in aocordance w:th §8 707 05

02 are not furnished to applicant
e action. Additionally, copies of
‘ ] applications if

1 previously cited in the

; parent |
‘are not furms}md In the rare m

,’parent apphcatwn will be

, e for printing in the patent.
his service is furnished v the Reference
r Section (] R.OS.) whlch is:in charge of

supplied by the Examiner; (3) mailing the ac-

_ tion with one copy of each cited reference; and -
- (4) promptly retummt‘.g

to the appr Pnate
Group the foreign and “other references”, and
(5) after mailing, returning to the Group the
ribbon copy of the mailed action together with

- a copy of each reference to be placed in the ap-
_plication file.

To assist in provxdmg this semce, the Ex- ;

- aminer should :

(a) Write the citation of the references on
3- -part form PO-892, “Notice of References

Cited”.

(b) Place the original copy of PO-892 in the
file wrapper and give to the clerk with the com-
pleted Office actlon for counting and typing as
usual.

() Wrxte the application serial number on
the plastic index tab of a special folder. Insert
into the folder the two carbon copies of PO~
892 together with any Forei Other Ref-
erences cited in the action. (ﬁl) not enclose any

- U.S. patents.)

(d) Ph-"e the folder in the “Out Box for
R.O.S8.” ,
Form PO-892 is completed, and the folder,
prepared and forwarded to R.0.S. in all cases
in which a reference is to be provided, regard-
less of the type reference cited. ,
Foreign and Other References are copled and
returned to the Art Unit within 48 hours. If
it is not feasible to release such a reference from
the Art Unit, the Examiner should have two
copies made. These copies must be clearly
marked as such, Both copies are inserted into

the folder for forwarding to R.O.S.

1If one copy of a reference is to be used for
two or more actions simultaneously, the folders
involved must be fastened together w1th an
explanatory note on top. :

If Special Handling is desired, a “special”
sticker should be attached to the top of the
folder.

Jumbo U7.S. Patents will be furnished to the
applicant, but will not be placed in the appli-

patents;




pplicants, attc
adm%’d that it is

proper but (})la?

g‘x;inted f? ic
helpful to the Office in its examin: ;
application. It is not the intention of the Pat-

ent Office to rely on such citations as a substi-

~tute for all or any part of the official search, nor
A admission by the a
at the cited art is anticipa
should form a basis for a rej
object in requesting a citation by the applic:
or attorney of prior art known to him is to
vide a check on the official search a
facilitate such search in that an Exa
~ isadvised of prior art of a given degree of pert
nence before beginning his search does not need
to spend time in considering art which is ob-
viously less pertinent, but which he would have

without such advice. The Patent Office, if it us

it was cited by the applicant or attorney, but will
treat it in exactly the same manner as art dis-
 covered in the official search. It is definitely to
 the applicant’s advantage to have all pertinent
_art of record. Any citation should be selective

and should avoid unnecessary duplication or

_ the inclusion of art of compara ively little
. relevance. , i :

~ Prior art cited by app

licants, attorneys, or

~agents prior to the first Office action, will be

fully considered by the Examiner, will be part
of the official record, and will be included in
the list of references cited in the patented file
and in the printed patent provided:
() the number of references cited is limited
to not more than five separate items, unless a
satisfactory explanation is given as to why
more than five citations are necessary;

(b) one copy of each of the cited referenc
is submitted ; , : L

(¢) a detailed discussion of the references,
pointing out with the particularity required by
Rule 111 (b) and (c), the manner in which the

examination of the -

~ences not relied upon, :
and subclass have:
of perti- "

dure for certain ne

been required to consider if he were starting

~ only if relied upon by the Examiner in his ac-
~tion. Applicant will not be permitted to with-

~ draw the paper containing the improperly sub-
~mitted citations from the application file.

_ entitled “References Cited”.
. Seesection 1302.12.

70

the appropriate col
, t}rllexsgmlass});Fo rferenc
, its, the Examiner will apply
r entitled “Applicant’s Non-Pat;p Cl);
ns” on form PO-892 ahead of the citation
data of the publication. In actions where no
references are to be provided (Allowance, Ex
parte Quayle, only ,af licant submitted refer-
ences relied upon), t niner will list the
submitted citations _with class and sub-

“class on form PO-892. Since the file record will

indicate the presence of the submitted citations,

_ the Examiner does not have to point out in the

action the reasons for the citation of those refer-

 Reference Order Section (R.0.S.) will not
furnish copies of any gz:nt for which the class
‘been omitted on form
8¢ of any publicati ted under the
in licant’s 2 itations.”
_ References cited by applicants, attorneys, or -
gents under the “Special” Examining Ig'roce-
18w lications ésecti(m
708.02) will be included in the list of references
cited in the ?’atented file and printed patent.
‘Where applicant’s submitted citations do not

such art, will not rely in any way on the fact that comply with the above procedures, the paper

containing the citations will not be entered 'in
the file. The Examiner will not notify applicant
of non-compliance. The references will be cited

All references appearing in Office actions will
be listed in the patent under a single heading

707.05(c) Order of Listing [R-21]

In citing references for the first time, the
identifying data of the citation should be
placed on form PO-892 “Notice of References
Cited”, a copy of which will be attached to the
typed action. No distinction is to be made be-
tween references on which a claim is rejected and
those formerly referred to as “pertinent”, With
the exception of applicant submitted citations
(sections 707.05(b) and 708.02), the pertinent

Rev. 2, July 1960



rca:ll rarranged b
s gnpven) s Sg:d

707.05(d)

~ Where an applicant in an amel ry
 refers to a reference which is subs:

~relied upon by the Examiner, such ref

_ shall be cited by the Examiner in the
manner. , , o .

707.05(e) .Data Used in Citing Rel
. ences s
Rule 107 (sections 707.05
- quires the Examiner to give ,
citing references. The patent n nber, patent.
date, name of the patentee, class and subclass
(except applicant submitted citations), and the
filing date, if appropriate, must be given in the
_ citation of U.S. patents. See section 901.04 for
~ details concerning the various series of U.S.
patents and how to cite them. Note that patents
of the X-Series (dated prior to July 4, 1836)
are not to be cited by number. Some U.S. patents
issued in 1861 have two num
_larger number should be cited.
If the patent date of a U.S. patent
the effective filing date of the patent is
re the effective U.S. filing date of the ap-
ication, the filing date of the patent must be

ain data when

t forth along with the citation of the patent..

is calls attention to the fact that the par-

' ticular patent relied on is a reference because

of its filing date and not its patent date. Simi-

larly, when the reference is a continuation-in-

closes the anticipatory matter and it is neces-
sary to go back to the earlier filing date, the
fact that the subject matter relied upon was
originally disclosed on that date in the first
application should be stated. e

"In the rare instance where no art is cited in 2
continuation application, all the references cited
during the prosecution of the parent application
will be listed at allowance for printing in the
patent. See section 707.05 (a). ,

Rev. 21, July 1969

in,cludeyd ‘except for applican

bers thereon, The
is after copy of the
_portion not “relied on” must order it in the

rt of an earlier-filed application which dis-  chart.

arentheses, for exsmple

ere only a portion of the

ia], it alone is enclosed, as
' At the time of =
 list of references

; vished, and
gl,)']ess than the entire disclosure is relied u;ion ;
e sheet and rs ge‘c’iﬁcallg, re ied da
on and the ,eetsbc;f. miwclin

" Inactions where references are fi

, on, the t ,
Pagias are not included, and the .
umns on PO-892 are left blank.
actions where no references are furnished,
e total number of sheets and pages should be
submitted cita-

jons such as German allowed ap-
and Belgian and Netherlands printed
ns should be similarly handled. If
umber of sheets and pages in an
be furnished (other than U.S.
15, the authorizing signa-
sory Primary Examiner on
tired. Applicants who desire a
mplete foreign patent or of the

ual manner. i
(a) for a chart

~ See section 90 e hxch
forelgn language erms indic&tiVeOfforeign

it ¢ F'atent%and' publicati‘orj dates to be cited are
i

sted. Foreign language terms indicating
printed applications, which are to be cited as
publications, are keyed to footnote (3) of said

PuBLIiCATIONS

See section 711.06 (a) for citation of abstracts,
abbreviatures and defensive publications, See
section 901,06 (¢) for citation of Alien Property
Custodian publications. L

In citing a publication, sufficient information
should be given to determine the identity and
facilitate the location of the publication. The
data required by Rule 107 (section 707.05) with



[EXAMINATION OF APP: 707.05(e)

o w1th the cail number o‘ tha s.}za libras '1’-{
 course. THIS NUMBER SHOULD NO ,
CITED. the copy rehed upon is ]ocatedf

Group ma mﬁ the action (there
11 number), the additional 1nfor— L

—" shouldbengen

esback of the title page.
loan w111 be marked o
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~ Calvert, s (Patent Law). In
cyclopedia of Chemical Technology, ed.by R.E.
Kirk and D. F. Othmer. N.Y, Interscience
" Encyclopedia. Vol. 9, 1952, p. 868-890. IP9.

E68. v ha
Physical Organic Chemistry.
1. QD476.H5.

Hine, J. S.
N.Y., McGraw-Hill, 1956, p. 8
Noyes, W. A.,Jr. A Climate for Basic Chem-
ica] Research. In Chem.&E
p.91-95. Oct. 17,1960.
Note: In this citation,
_ ber, 42 the issue number, an
numbers. 5 )
~ If the original publication is loca i
the Office, the Examiner should immediately
order a photocopy of at least the portion relied
upon and indicate the class and subclass in
_ which it will be filed. The Office action MUST
designate thisclassand subclass. =
L never, in citing references anywhere in
the application file the titles of Feriodimls are
abbreviated, the abbreviations of titles used in
Chemical Abstracts and printed in the list of
periodicals abstracted by Chemical Abstracts
should be adopted with the following excep-
' tions: (1) the abbreviation for the Berichte der
deutschen chemischen Gesellschaft should be
Ber. Deut. Chem. rather than Ber., and (2)
where a country or city of origin is a necessary
part of a comp identification, the country or
city of origin should be added in parentheses;
e.g.,J.Soc. Chem. Ind. (London).,

707.05(f) Effective Dates of Declassi-
fied Printed Matter [R-
B0, Prie |

In using declassified material as references
there are usually two pertinent dates to be con-
sidered, namely, the printing date and the pub-
lication date. "~ The printing date in some in-
~stances will ap[’)‘ear on the material and may be
considered as that date when the material was
prepared for limited distribution. The publi-
cation date is the date of release when the ma-
terinl was made available to the publie, See Fx

51

T LTeNTR 0 -6 . 4

~ When so used es not o
_an absolute statutory bar and its printing date

the previous period for response, §
a correct copy of the reference, is sent to ap] li-
“cant. Where the error is discove
~ aminer, applicant is also notified

~aminer is directed

together with a notation of the paper nuinber
- of the action in which the citation has been cor-

_neous citation or_ an erroneously furnished
reference. :
the Manual of Clerical Proce
410.C (2) and (3). f

" which the erroneous citation has not been for-

~ aminer is

of theabovenotedmate- :

any of the above noted r
cipatory publication, the date of

declassification 1s the effec-

of anticipation predicated
ledge under 35 U.S.C. 102(a)
declassified material may be

facie evidence of such prior

owledge as of its printing date even though
such material was classified at that time.
the material does not constitute
may be

antedated by an

aﬂidavit under Rule

707.05(z) Incorrect Citation of Ref-
ere ncesfﬂ.[‘R-—'21] A

~ Where an r in citation of a reference is
brought to the attention of the Office by appli-
cant, a letter correcting the error and restartmﬁ

together with

by the Ex-
d the period
for response restarted. 1In ei , )
cted to correct the error, in ink,
in the paper in which the error appears, and
place his Initials on the margin of such paper,

rectly given. See section 710.06. -
 Form POL~316 is used to correct an erro-

Clerical instructions are outlined in
dures, section

" In any case otherwise ready For issue, in

rrected in an official paper, the Ex-

mally co

Examiner’s Amendment form POL-37.
If s FOREIGN patent is incorrectly cited;
for example, t ) :
or the country omitted from the citation, the
General Reference Branch of the Scientific
Library may be helpful. The date and num-

" ber of the patent are often sufficient to deter-

mine the correct coun
patent. . S

To correct a citation prior to mailing, either
before or after sending the typed action to
Reference Order Section (R.0.8.), see the Man-

try which granted the

ual of Clerical Procedures, Sec. 410.C (11,

Rev. 21, Iuly 1969

case, the Ex-

directed to correct the citation on an

he wrong country is indicated



_which t

it is difficult or impos-

ted to provide

us" %
which has not been published bu '
| phichisaveilable o the pblie I e B RIOD EOR RO o TRE 4 DAYS
 sion of ﬂ;r%ogrd of, Apfﬁgzggfé‘“, No.  FROM THE DATE OF THIS LETTER.”
te te%lﬁﬁsedshggc]fl 1 707.07(a) Complete Action on Formal

ion on the same point. oLl ;
" When a Commissi 's Order, Notice or . ol e :
Memorandum not 3 corporated into this .. Forms are placed In 1nforrna]"a%pllcatlons e
manual is cited in a ial action, the dateof  listing informalities noted by the Draftsman
the order, notice or memorandum should be (Form PO-948) and the Head of the’A})ph’c‘a-, :
given. Where appropriate other data, such as tion Branch (Form PO-152). Each of these
e e D e Joumal of the Patent  forms comprises an original for the file record
ociety or of the Official Gazette in which ;:gét;otﬁgpée;gi};:r}:%;cl:g o 'a&:;car;z s
g ' : o 4 art g S are spe-
; e ”’“",v"“y be_fqunci’,,sh‘()ll‘ldka‘lksp be given -,Clﬁ(fa".\' rvs.'ferix:ee((li to ai attachments to t{:: léttf;rﬂ
: O ... and are marked with its paper num r. In
707.‘07, Completeness and Clarity overy instance where these forms are to be used
. , [R"ZI] e : - they should be mailed with the Examiner’s first
‘ Jetter, and any additional formal requirements

Rule 105. Completeness of ezaminer’s action. The

examiner's action will be complete as. to all matters,

~except that in appropriate circumstances, such as mis-
~ joinder of fnvention, fundamental defects in the appli-
cation, and the llke, the action of the examiner may be

. limited to such matters before further action is made.

However, matters of form need not be ralsed by the ex-

 aminer untila claim is found allowable, ;
ion, it is found that
rases of modes of qharactenza-, '
invention are not:

Whenever, upon examinat

~the terms or p ,
tio- used to describe the

~ sufficiently consonant with t rt to wh
~ invention pertains, or with which it 1s most
 nearly connected, to enable the Examiner to

he art to which the

- make the examination specified in Rule 104, the
Examiner should make a reasonable gearch of

the invention so far as it can

_ the disclosure. The action of the Examiner
may be limited to a citation
be the most pertinent prior art founc and 2

request that applicant correl

Rev. 21, July 1069

be understood from

of what appears to

ate the terminology

cases where it indicates allowable subject mat-
‘ter, call attention to Rule 111(b) and state that

‘4 complete response must either comply with
all formal requirements or specifically traverse
each requirement not complied with. :

1 707.07 ( b) Requi
. T

82

~which the Examiner desires to make should be
‘included in the first letter. G

When any formal requirement is made inan
Examiner’s action, that action should, in all’

See section 602.02.

707.07(c)

. See section T0OT.07(

(a), (), ().

Diaftsman’s Requireinent |
[R-21] ' '

ring :New Oath

a); also “sections 608.02




. which he conside

out where-

ndeinnt cxaminer should point re-
in the indefiniteness resides; or 1f rejected as in-

complete, the element or elements lacking should
i;o;s:gedﬁed*,%or the applicant be otherwise ad-

vised as to what the claim requires to render i
complete. 4

In general, the most usual ground of re]ec ,
ior art under either 35 US.C.

_ tion is based on pi
102 ‘Or'35 U.S.C.

rejections bs
yased on 35 US.C.

n . Under the former, the
ed by the reference. No ques-
is present. It may be ad-

 particular part of the ref-

visable to identify
’ rt the rejection. Tf not, the

erence to s
clearly anticipated by" is appropriate.

- 35 U C. 103 (OBv1OTSNESS)

In contra 17.8.C. 103 authorizes a rejec-
tion where to meet the claim, it is necessary to
modify a single reference or to combine it with
~one or more others. ' After indicating that the
rejection is under 35 11.S.C. 103, there should
be set forth (1) the difference or differences in
the claim over the applied reference(s), (2) the
proposed modification of the applied refer-

ence(s) necessary to arrive at the claimed sub-

ject matter, and (3) an ex lanation why such
proposed modification would be obvious.
Everything of a personal nature must be
‘avoided. Whatever may be the Examiner’s
view as to the utter lack of patentable merit

in the disclosure of the spplication examined,

_he should not express in the record the opinion
that the application is, or appears to be, devoid
of patentable subject matter. Nor should he
express doubts as to the allowability of allowed
claims or state that every doubt has been re-
solved in favor of the applicant in granting
him the claims allowed.

_ stereotype

A plllraiity
_grouped toget

707.07()

expression “rejected under 35 USC. 102 as

707.07(f)

_amended to

aminer does nof
will be underst oo

ney or agent that in the Examiner’s opinion, as

- presently advised, there appears to be no allow-

e claim nor anything patentable in the sub-.
t matter to which the claims are directed.

 ImprorerLy Exrressep REJECTIONS

. An omnibus rejection of the claim “on the
_references and for the reasons of record” is
and usually not informative and
should therefore be avoided. This is especially

rue where certain claims have been rejected

_on one ground and other claims on another

ground.
d to l_ierjlh a common rejection, unless
that rejection is equally applicable to all claims
in the group. e e

Note ANl Outstanding Re-
. quirements ‘
_In taking up an amended case for action the
Examiner should note in every letter all the

requirements outstanding against the case.
Every point in the prior action of an Exam-

~ iner which is still applicable must be repeated
or referred to. to prevent the implied waiver
- of the requirement. ‘

~ Assoon as allowable subject matter is found, :
correction of all informalities then present
should be required. L

Answer All Material Trav-
- _,prsed'__‘ R
Where the requirements are traversed. or

‘suspension thereof requested, the Examiner

should make proper reference thereto in his
action on the amendment, - : L
Where the applicant traverses any rejection,
the Examiner should, if he repeats the rejec-
tion, take note of the applicant’s argument and
answer the substance of it. &
If a rejection of record is to be applied to
a new or amended claim, specific identification

Rev. 27. Jan. 1971

- claims should never be ,




| | by limit-
f to a particular
e following:
» informal for

i), ;

e nrged to warrant issue (2) Where there is an undue multiplicity of o

: edly novel sut | daime an ;:rel h]astpeen, fm)‘ ]succﬁful tegg- '
. Aimed.. . _phone req for election of a limited number
'}'If; llti is the G ,  of claims for full examination; see § 706.03(1);
t.'g“ e fsssegte ad  (3) Where there is a misjoinder of inven-
nificance in determ! tmns‘a:ufl there ”n§o§ sglccesssflﬂ telephone
e : request for el 88 803, 806.02, 812.01;
his 1 ecord, pref (4) Where the disclosure is directed to per-
i action following the a B e rgument  n.tual motion; note e parte Payne, 1904
st R e aaead, i 1B0GUMNE |
_ vantages have actually been considered by the  However, in such cases, the best prior art readily
 Examiner and, if appeal is taken, the Board of available should be cited and its pertinancy .
| 'Amk{win-alw be advised. ~ pointed out without specifically applying it to

iy ce theclaims,
ments is illustrated |

’ llustr "Inrte ‘etal, /Ont}}e'otbet"h’and,'a’,rejé,ction’on the grounds
1959 C.D. 159; 739 O.G. 549 where the appli- of res judicata, no prima facie showing for re-
~ cant ::ged that the subject matter claimed  Issue, new matter, or Inoperativeness (mnot
o uced new and useful lts. The court involvin /perpgt,uql"‘ motion) should be accom-
 noted that since Applicants’ statement . plished by rejection on all other available
_or the Board of Appeals, it was constrained . G '
to accept the statement at face value and there-  707.07(h) Notify of Inaccuracies in
fore found certain claims to be allowable. " Amendment [R-27]

Seo §71423.

: g ,[, ] . o 707.07(i) Each Claim To Be Men-
Piecemeal examination should be avoided " tionedin Each Letter [R-
88 much as_possible. The Examiner ordi- = 92977 e
_narily should reject each claim on all valid L g e e
grounds available, avoiding, however, undne  In every letter each claim should be men-
multiplication of references. (See §904.02.)  tioned by number, and its treatment or status
- Hajo tshniel rfctions an grounds s s g Sins v clam routn fs gl
aggregation, lack of proper disclosure, U meral throughout the prosecution of the case,
_ breadth, serious indefiniteness and res judicata  itg history through successive actions is thus
should be applied where .apﬁ)ropnﬂt,e even  aqgily traceable. Each action should conclude '
though there may be a seemingly sufficient re-  with'a summary of rejected, allowed and can-

 707.07(¢) Piccomesl Exsoninstion

~ jection on the basis of prior art. Where a major  celled claims. ; 3 ,

technical rejection is proper, it should be stated Claims retained under Rule 142 and claims
with a full development of reasons rather than  retgined under Rule 146 should be treated as
by & mere conclusion coupled with some stereo-  get out in §§ 821 to 821.03 and 809.02(c).
typed,expresslon.,' R See § 1109.02 for treatment of claims in the
~ In cases where there exists a sound rejection  application of losing party in interference.
on the basis of prior art which discloses the  The Index of Claims should be kept up to
“heart” of the invention (as distinguished from  date as set forth in § 717.04.

Rev. 27, Jan, 1971




is practice

offer a service idual inventors not repre-

sented by a registered patent attorney or agent.
Although this practice may be desirable and

is permissible in any case where deemed appro-

; K:late by the Examiner, it will be expected to

applied in all cases where it is apparent that

 the applicant is unfamiliar with the proper pre-
paration and prosecution of

atent applications.

When an apphcatxondlscloses patentable
subject matter and it is apparent from the

claims and the applicant’s arguments that the
claims are intended to be directed to such

_ patentable subject matter, but the claims in
resent form cannot be allowed because

their

~ If this Examiner does not have the authority

umber the pa pks
yv. This facilitates

ature prosecution of

. in all cases, be typed

, ft side.. The telephone
iml W 1d be called if the case

is to be discussed n interview arranged.

~After the action is typed, the Examiner who

repared the action reviews it for correctness.

to sign the action, he should initial above the
t name, and forward the action to the au-
thorized signatory Examiner for signing.
70709 Signing by Primary or Other
~ Authorized Examiner [R-24] .
“Although only the original is signed, the word

 “Examiner” and the stamped name of the signer

of defects in form or omission of a limitation,

the Examiner should not stop with a bare ob-

The Exami-

jection or rejection of the claims, , ,
- nature

ner’s action should be construct
and when possible he should o
~ suggestion for correction. Further, an Exam-
iner’s suggestion of allowahle subject matter
may justify his indicating the possible desira-
bility of an interview to accelerate early agree-
ment on allowable claims. ey
If the Examiner is satisfied after the search
has been completed that patentable subject

cates that the applicant intends to claim such
subject matter, he may note in the Office action
that certain aspects or features of the patent-
 able invention have not been claimed and that
if properly claimed such claims may be given
favorable consideration.

If a claim is otherwise allowable but is de-
pendent on a cancelled claim or on a rejected
claim, the Office action should state that the
“elaim wonld be allownble if rewritten in inde-
pendent form, i ,

EarrLy Arvowance or Cramms

prior art has been fully developed and some of
the claims are clearly allowable, he should not
delay the allowance of such claims. ,

matter has been disclosed and the record indi-

8

definite

70710 Entry [R-16]

~should appear on the original and copies.

~:All" letters and issues

should be signed
promptly. Sl =

_ The original, signed by the authorized Ex-
aminer, is the copy which is placed in the file

- wrapper. The character of the action, its paper

Where the Examiner is satisfied that the

i

~ under “Conten

707.11 Date | o
 The date should not be typed when the

707.12 Mailing [R-20]

date of mailing are entered in
tside of the file wrapper

‘number and th
black: ink on"

letter is written, but should be stamped on all
copies of the letter after it has been signed
by the authorized signatory Examiner and the
copies are about to be mailed, I

In cases where no references are to be pro-
vided by Reference Order Section (R.O.S.), the
copies are mailed by the Group after the orig-
inal, initialed by the Assistant Examiner and
signed by the authorized signatory Examiner,
has been placed in the file. S o

In cases where cited references are to be pro-
vided, the original and copies after signing are
forwarded by the clerk to Reference Order Sec-
tion (R.0O.S.) for mailing. The file with a copy
of the action ig retained in the Group. After

Rev. 24, Apr. 1970



 addressed ‘to an attorney, a letter may be wri

_ten to the inventor or assignee informing him
of the returned letter. The period running

329 0.G. 536.)

, If the Office is not ﬁnally successful in de-
~ livering the letter, it is placed, with the en-
velope, in the file wrapper. If the period dat-

ing from the remallmfz elapses with no com-
icant, the case is for-

 mvnication from app
~ warded to the Abandoned Files Umt. .

708 Order of Exammatnon [R—24]

Rule 101 Order of examination. (a) Applications
filed in the Patent Office and accepted as complete ap-

_ plications (rvles 53 and 55) are asalgned for examina-
“tion to the ‘respective examining groups having the

~ classes of inventions to which the applications relate,

Applications shall be tnken up for examination by the
- examiner to whom they. have been sssigned in the or-
. der in which they have been filed except for those appli-
cations in which the Office bas accepted a request
undar Rule 139,
{b) Applications which have been acted upon by
'the examiner, and which have heen placed by the ap-
plicant in condition for further action by the examiner

{amended applications) ‘shall be taken up for action

in sach order as shall be determined by the Commis-
sioner.

which has the oldest effective U.S. filing date.
Except as rare cireumstances may justify Group
Directors in_granting individual exceptions,
this basie policy applies to all applications,
The actual filing date of a continuation-in-
karf applieation is used for docketing purposes.
- However, the Examiner may act on a continu-
ation-in-part application by using the effective
filing date, if he desires.
ether a given application has an effective

"(, S. filing date earlier than its actual filing

date is determined by whether the disclosure of
a parent case adequately supports any claim or
claims of the later case. Examiners are respon-

Bev. 24. Apr. 1970

(Ex parte Gourtoff, 1924 C.D. 153 ;

’ 708 01 List of Speclal Cases

Each Examiner W‘I“ give pnorlty to that ap-
pllratmn in his docket, whether amended or new,

tmon, cases rea(lv for final con-
on, etc will continue in this category, with
first effective U.S. filing date among them

against the application begins with the date of normally controlling priority.
remailing.

~ All amendment before final rejection should
- be responded to within 30 days of receipt.
Action on those applications in which the
Office has accepted a request under Rule 139 is
suspended for the entire pendency, except for

_purposes: relatm?bto” interference proceedlngs,‘ |

~under Rule 201(b) initiated within (5) five
 years of the earhwt effective U.S, ﬁhng date.

 Rule 102. Advancement of ezamination. (a) Appli-
“cations will not be advanced out of turn for examina-

tion or for further action except as provlded by these
. .rules, or upon order of the Commissioner to expedite
_the business of the Office, or upon a verified showing -

~ which, in the opinion of the Commissioner, will justlfy
%0 advnncing it.

(b) Applications wherein the inventions are deemed o
“of peculiar importance to some branch of the public”

service and the head of some department of ‘the Gov-

ernment requests immediate actlon for that reason, may

be advanced for examination.

Certain procedures by the. Exammers take
. precedence over actions even on special cases.

For example, all papers typed and ready for
sigmature should be completed and mailed.

All jssue cases returned with a “Printer Wait-
ing” slip must be processed and returned within
the period .indicated. ,

Cases in. which practice requires that the

(§1208), necessarily take priority over special
J.SPE without specific time limits.

If an Examiner has a case which he is satis-
fied is in condition for allowance, or which he
is satxsﬁed will have to be finally rejected, he

- should give such action forthw1th instead of

makmg the case await its turn.’
- The following is a list of special cases (tuose
which are advanced out of turn for examina-

tion) :

- 86

[R-24]

Examiner act within 30 days, such as decisions
on motion (8 1105.068) and Examiner’s answers




, diligent p
’ pphcant, an app!rcanon for pa

”made special and a

tinue to be specml throughout its entire course

f prosecution in the Patent Office, including
ppeal, if any, to the Board of Appeals; and

_any interference in which such an apphcatlon

" becomes involved shall, in like measure, be
~ considered =pocral by all Patem Oﬂice oﬂicmh

- concerned

vy

_ (e) A case, onc;z taken up for action by an

~ Examiner accordmg to its effective filing date.
~should be treated as specml by any Examiner,

‘Art Unit or Group to which it may subsequently

‘be transferred; exemplary situations include

new cases transferred as the result of a tele-

phone election and cases transferred as the re-

sult of a timely response to any official action.

(f) Applications which appear to interfere
with other applicatiol
and found to be a wable, or which it is de-
manded shall be plac interference with an
unespired patent or patents (Rule 201).

(g) Cases ready for allowance, or ready for
allowance except as to formal matters.

(h) Cases which are in condltlon for final
rejection.

(i) Cases pendmg' more than five years. ,

including those which, by relation to a prior
United States apphcntlon, have an effective
pendency of ~more than five years. See
§70" 02(a).

See also $§ 714.13 and 1207,

708.02 Pe]tmon to Make Speclal [R-
: 26

New npphc ations ordinarily are taken up for
examination in the order of their effective
United States filing dates, Certain exceptions
are made hy way of petitions to make special,
which may be granted under the conditions sct
forth I)(,lv)w

AR B L

from some reSponsxble pa

~ manufacture;

previously considered

rmg as may be necessitated by the facts of a
 particular case, an application may be made
“special because of actual infringement (but not

saion by th, ;
; ﬁment Y

as for example,

an officer of a bank, showing
dividual has the requxred a n%able capital to
2. That the prospective ,
not manufacture, or will not increase present‘ .
manufacgiu e, unless certain hat the patent will
ant o

hat affiant obhgates, mself or the pl 08-

(3 manufacturer, to manufacture the in-
vention, in the United States or its possessions,
in quantity immediately upon the allowance of -
claims or issuance of a patent which will protect -
the investment of capital and facilities.

The attorney or agent of record in the appli-

- cation (or applicant, if not represented by an

attorney or agent) must file an affidavit or

declaratlon to show:
1. That he has made or caused to be made a

careful and thormagh search of the prior art, or
has a good | knowledge of the pertlnent prior art,

and
2. That he beheves ‘all of the dalms in the

appllcatlon are allowable.

II Ixmasmzx

bub}ect to a requlrement for a further show-

for prospective infringement) upon the filing of
a petition alleging facts under oath or declara-

 tion to show, or indicating why it is not possible

to show; (1) that there is an infringing device
or product actually on the market or method in
use, (2) when the device, product or method

“alleged to infringe was first discovered to exist ;

cmpplemonted by an affidavit or declaration of
the applicant’s attorney to show, (3) that he has
made a rigid comparison of the alleged infring-
ing device, product, or method with the claims
of the applieation, () that, in his opinion, some
of the eclaims are um]noshombh infringed, (5)
that he has made or caused to be made a care-

Rev. 26, Oct. 1970

borating affidavit

that said in-




‘might not be available to

tion of the application if it were to run its

normal course. 50 : .
IV. AprricaxTs AcE

~An application may be made speci’:al upon a

- showing, as by a birth certificate or the appli-
. cant’s aff
_cant is 65 years of age, or mo

The Patent Office will accord “special” status
to all patent applications for inventions which
materially enhance the quality of the environ-
ment of mankind by contributing to the

~ restoration or maintenance of the basic life-
- sustaining natural elemen ir, water, and

soil. In order that the Patent Office may im-

plement this procedure, all applicants desiring
to participate in this program should request
that their applications be accorded “special”
status. Such requests should be written, should
_identify the applications by serial numi)er and
ﬁling,date,' and should be accompanied by affi-

davits or declarations under Rule 102 by the
applicant or his attorney or agent explaining
how the inventions contribute to the restora-
of these life-sus-

tion or maintenance of one
taining elements. :
Speciar ExayuiNive ProceoURE FOr CERTAIN
New APPLICATIONS—ACCELERATED LXAMINA-
TION :

A new application (one which has not re-
ceived any examination by the Examiner) ma:

be granted sg_eciﬂ.l status provided that appl-
this

cant (and term includes applicant’s at-
torney or agent) : .
(a) Submits a written petition to make

special,

(b) Presents all claims directed to a single
invention, or if the Office determines that all the
claims presented are not obviously directed to
a single invention, will make an election without
traverse as a prerequisite to the grant of special
status, L

Rev. 26, Oct. 1970

davit or declaration, that the appli-

- decmned most closely related to the subject mat-

verse, tl
amined at that time.
ed on the ground

 directed to a single inventic

tion will await action in its regular turn.

__ Divisional applications directed to the non- |

elected inventions 1 rot automatically be
given special status based on papers filed with
the petition in ths parent case. Each such

_application must meet on its own all require-

ments for the new special status.

. (¢) Submits a statement that a pre-examina-
tion search was made, and specifying whether

by the inventor, attorney, aggnt,, rofessional
searchers, etc,, and listing the field of search
by class and subclass, publication, Chemical

Abstracts, foreign patents, etc, A search made
by a foreign patent office or the International
Patent Institute at The Hague, Netherlands

satisfies this requirement. ,
(d) Submits one copy each of the references

ter encompassed by the claims. ~
- (e) Submits a detailed discussion of the ref-
erences, which discussion points out, with the

~ particularity requived by Rule 111 (b) and (c),
~ how the claimed subject matter is distinguish-
_ able over the references. Where applicant indi-

_cates an intention of overcoming one of the
‘references by affidavit or declaration under Rule
131, the affidavit or declaration must be sub-
- mitted before the application is taken up for

action, but in no event later than one month
after request for special status. T

In those instances where the request for this
special status does not meet all the prerequisites

set forth above, applicant will be notified and

the defacts in the request will be stated. The
application will remain in the status of a new
application awaiting action in its regular turn.
In those instances where a request is defective
in one or more respects, applicant will be given
one opportunity to perfect the request. If per-
fected, the request will then be granted.

Once a request has been granted, prosecution
will proceed according to the procedure set
forth below; there is no provision for “with-
drawal” from this special status.




'\ OF APPLICATI e 208.02 1

i ) ) . Jearly denoted as sach) of the amendment
"7 that ha proposes to file in response to the Exam-
' ction. Such a paper will not become a
11l form u basis for discus-

. Pollowing is the
1. The new applicatio
special status as a result of ,
requirements set out above will be tak sion at the int N o
the Examiner before all other categori - 3. Subsequent to the interview, or responsive
“plications except those clearly in con to the Examine st action if no interview
allowance and those with 11ts, such. was had. applicant will file his *‘record’ re- .
Examiner’s Answers, Decision onse. The respor his stage, to be proper
and will be given a complet , ~ must be restricted to the rejections, objections,
will include @/ essential matters of ment as and requirements made. Any amendment
all claims. The Examiner’s search will be re- ]
stricted to the subject » nrompassed
the claims. A first ac rejection will set :
three-month shortened period for response. ¢ ,
2. During the tk th period for re- = sp ke up 1} ion for tinal dispo-
sponse, applicant is encouraged to arrange for m. s dispoesition will constitute either a
an interview with the Examiner in order tc re- ik rerminates with the serring
solve, with finality, as many issues as possible. of a three-month period for response, or a tio-
I order to afford the Exariiner time for reflec-  tice of allowance. The Examiner’s response to
tive consideration before the interview, appli-  any amendmen ubmitted after final rejection
t and by way of forms PO-303
ing the case to issue, or by an

cant or his representative should cause to be should
) ; AR
working day prior to the interview, a €opy. Examiner's Answer should applicant choose to

placed in the hands of the Examiner at least one  or PO

8.1 : Rev, 26, Oct, 1970




'eaeﬂy nesolved the Examiner m '
phrme to inform the applicant
. B. A personal interview a

' tlon ‘will not be permitted u ,
the Examiner. However, telephonic 1
will bhe permitted whe propriate fo

~ purpose of correcting any minor matters w hich
'rem‘un t~t‘1ndmﬂ'

f(m'a top pmorlty fnr’pm tmcr \ee ]JO,

,H,\xm,x_\(‘. OF PE’mr NR

~_Each petition to muake speci ial, 1

the ground upon which the
the nature of the decision,
in the application file, together with the decision

thex e0n.”

tion and the resulting decision in the file record.
- The petition, with any Ltfamcd papers and sup-
porting affidavits, will be given a smgle paper
number and so entered in the “Contents” of the
file. The decision will be accorded a separate
paper number and similarly entered. To in-
sure entries in the “(‘nntents " in proper order,
the Clerk in the Examining Group will make
certain that all papers prior to a petition have
heen entered and/or listed in the application file
hefore forwarding it for consideration of the
petition. Note §1002.

708.03 " Examiner Tendere His Resig-
nation

tion. the Supervisory Primary Examiner shonld
see that he spends his remaining time as far as
possible in winding up the old cornplicated cases
or those with involved records and getting az
many of his amended cases as possible 'e.lds for
“final disposition.

If the Examiner has c-nnmdamb]o experience
in his (p’lrtu‘uhr art. it is also advantageous
to the Office if he indicates (in pencil) in the
file wrappers of cases in his docket, the field
of search or other pertinent data that he con-
siders appropriate.

709 Suspension of Action [R-24]

Rule 103, Ruspension of nction. (a) Sugpension of
action by the Office will he granted ar the request of
the applicant for good and sufficient cause and for o
reasonable time speeified,  Only one suspension may
Lue grunted by the pringery esaminer  any further <is-
petision must he approved hy the Cominissioner,

10 MaKE ‘im:u.u,% o

egardless of :
vetition is hased and
is made of record

The Office that rules on a petition
is responsible for properly entering that peti- -

'Whenover an I’\ammar tenders his resigna- ‘

()F APQLICATION 8

; b) If action on an applcation is suspended when
.ot requested by the applicant, the applicant shall be
notified of the reasons therefor. ‘
Action by the examiner may be suspended by

of the Commxsuoner m the case of applxcatwn'-

. \pensmn of action (Rule 10‘3) 410111('1 not
- be confused with estension of time for reply
 {Rule 136). It is to be noted that a suspension
of artion -lpphes to an impending Office action
by the Examiner whereas an extension of time
~fn' reply .1{)1)11es to action by the 'lpphcanf
qu.mmp (b) of the Rule provides for a
spension of Office action by the Examiner on
n nmmme. as in §§ 709.01 and 1101.01 (1).
rraph (d) is used in the T)«fomne Publi-
1 Program dewnbed in § 711 06.

Overlappmg Apphcatlons by
Same Applicant or Owned by
Same Assignee [R-24]

709.01

_Examiners should not consider ex parte,
when raised by an applicant, questions which
are pending before the Office In inter partes
proceedings mvol\m the same applicant or.
party of interest. (See ex parte Jones, 1924
C.D. 59: 327 O.G. 681 )

Be~-auce of this where one of severa] appli-
cations of the same inventor or assignee which
contairn m'er]appmw claims gets mto an inter-
fererce it was formerly the practice to suspend
actinn by the Office on the applications not in
the interference in accordance with Ex parte
McCormick, 1904 C.D. 575: 113 O.G. 2508.

Now, pqrflv in view of In re Seebach, 1937
C.D. 195: 484 O.G. 503 the prosecution of all
the cases not in the interference is required to
he carried ‘as far as possible, by treating as
prior art the eounts of the interference and by
rejections forcing the drawing of proper lines
of divizion. See §1111.03.

710 Period for Response [R-20]

25 TR0 1330 Time for prosecuting  application,
Upon failure of the applicant to prosecute the appli-
cation within six months after any action thervein, of

which notice has been given or mailed to the applicant,
or within sineh shorter thne, not Jess than (hirty days,

Rev. 24, Apr. 1070
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ner's 1ettex‘ does nat

‘beginning of a statutory re-
period. In all cases where the sﬁatutory ‘
reepcm& p@nod runs from the date of a previ-

See Chapte 1200 for perzod for Tesponse a statement to that effect =hou]d be
ht

'wherr appeal is

, tatutory ‘ Perkio‘d_

, f'apphmnfm xthiu nu‘( monrhs at’ter th?
last official notice of any action by the Office was mailed
o him, or within such shorter time asx may be hxe(
crule 135, the application will become ab.uulmxe«l o
, (b Prosecution of an application to save it fwm .
~abandor t must inchule such mplete and proper, Sed inw rmng that rf-spon‘xe is required m
actiorn as_the condition of the ¢ may l‘(*jllﬁ‘(.‘.k'l'hv : fnonth» the maxm)um period of Slt month. is
admissicnoof an amendment ‘not responsive to the last - wed,
official action, or refusal 1o admit the same, and any . Under Rule 106 (‘30 U,MC 113) an qpph-
proceedings relative thereto, shall not operate to save - cant mav be quuxred to respond in a shorter
the appliication from abandonment. lr«ermd than $IX months, not less n 30 davs,
. {¢) ‘When actlon by the applicant is a Dboua fide ever it is deemed “necessary or expendz-
_attempr to_advauce the case to final action, and s Some . conditions deemed z‘neces:an- or’
substantially a complete resxxmse 1o th(' e\mminer s gxpmhent are }1,1;9(1 m§ 710. Oo(b)
action, but consideration of some marter or mmpham e ' Tnother situations, for e\ample. the re]ect on
with some requirement has been inadvertently omitted, of 3 ﬂ()pieql p.xrent r’]mm, the Examiner may
opportuzity to explain and supply the omission may¥  require applicant to respond on or before a
be Ziven hefore - the questmr- of -abandonment: is fed date. These are known as time limit
- considered. ' L 2 and are established under authority of
2 telj Prumpr mtiﬂ(-ntiou or filing of ‘a correctly CL6 Some ..nuqfl()ng m which time
signed” copy Inay be accepted in case of an uumg’nml [ “t, are set are noted in §710.02(c). The
or improperly signed paper. _time limit requirement should be t) ped in
(See rule 7.) . - rapital letters where required.
The maximum stmtutorv permd for response ~_An indication of a shortened time f‘)r reply
to an Office action is six months, 35 U S.C. 133, Ahon Id appear prominently on the first page

Shortened per iods are (\-"rrent]v ltp(] ]n pm(:.' foall coples of '10t10n~ in which a shortened
tically ,l}l cases, see £ 710.02(h). ie for reply has been set so that a person

merely zcanning the action can easily see it.
710. Ol a) Statuto Perlod - S
( ) Compu:zd [R-24] : 10.02( b) Shortened Statutory Pe-

T | time taken f , riod: Sitnations in Which
¢ actual time taken for response is com- Used [R-24
puted from the date stamped on the Office [ ] L
action to the date of receipt by the Office of Tnder the anthority gnen him by 35 U.S.C.

ed nsﬂ \mrv orexpedient Unless the"apphcant is- :

How

~Actions

applicant’s response. No cognizance is taken 133 the C ommissioner has dirccted the Exam-

iners to set a shortened period for response to
every action. The length of the shortened stat-
ntors period to be used depends on the type
of responze required.  Some specific cases of
shortened statutory period for response to be
given are:

of fractions of a day and applicant’s response

i5 due ou the corresponding day of the month
six months or any lesser number of months
specifierd after the Office action.

Response to an Office action with a 3 month
Shortened Statutory Period. dated November
30 is die on the following February 28 (or 29

Office action dated February 28 i due on May
28 and not on the last day of \hv Ex parte
Messick. 1930 CLD. 6; 400 O.G;, 3,

The date of receipt of a responsze to an Office
action iz given by the “Office date™ stamp
which appears on the responding paper.

Rev, 24, A,

if it is a leap year), while a regponse to an
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Tuirry Davs
Yequirement  for restrietion  or
elertion of species—no claim re-
Jeeted e e

Two Moxrns

Winning party in terminated in-
mfur‘- nee to reply to unan-

wored Office action.

¥ A
e
—~d
-

$ 110901




. Epon:

“ He.e. afwr the Lermmatmn
ferencp procesding, the ‘application
mnumg party tains an unanswered O Qe
action, final rejection or any other
Primary hmmmer nonﬁes the app!
this f'lct In this case response to 1
~action is reqmred within a shortened
- permd running from the date of

- See L\ parte Peter=on. 1‘?41 CD. s

lowance, except as 1o 'natter ,
as ecorrection of drawings or .
new oath. etc.. the case will bp
<peeinl and prompt action taken to req:
rection of formal matters. Such acrio
include an indication on first page
POL-326 that prosecution on the m
~losed in aceordance with the decisic
parte Quayle, 1935 C.D. 11: 453 O.G.

4
18

T
L

4!

two month -hm'tenerl gtatutorv p
should be set.

\fnltlph(-m rejection—no other
rejection
A new gros

Fxantiner’s answ

Jection inan
ronappeal_

Trree MoNTHS

To respond ro any Office action on rhw merits.

Prrion ror Respoxse Restanren
Incorrect cirari .u.x by Fxaminer—
regardless of tine remaining in
original period .
The above periods may be changed under
speciial. rarely ocourring cirenmstances.
\ shortencd staturory period mayv not e
fess filﬂll 30 (Ll\'* {55 17.8.0%,133). ‘

710.02(c)

Time-Limit Actions: Sit-
nations in Which Used
[R-24]

A s stated 710,02, 35 17.8.C. 6 p”m.’de*
authority for the Commissioner to establish
riles aud vegnlations for the condnet of pro-
ceedings  in “the Patent Office, Among ﬂm
Rules are certain sitoations o which the
Fxaminer sets a time limit within whio!
specified action shonld e taken by apl
Some situations in which a time Hmit i< e

(a) A portion of Rule 208(h) provides tiLat
in suggesting claime for interference :

The parties to whom the claims are suggested will he
requized to make those claime (1 o, prosent *ho sz
gestedd elaims in thelr sppliciations by
within a specified time, not Tess fthan 30 doiys. in
that an interference may he deelared.

LT

it

Lre s

amerndroent .

nredi

that nons of the claims can be made. he

“ Where the examiner is 7
hwi w;evt the

: 1?117( 206( b)

: oomed clmms ttatmg in hiq action wh the app!icant

Cever is longer. to remit any additior

90,1

- responsive to the Office action, t

“ pliance with somé requirement has been '

Unot ‘1ess
respeonse by the
2 similar time
respond or
fixed will
i deemed 8

’If, after
, Is. made final,
et for appeal.: F ailure
pray e, \\'it,h,m; the
factory showirg,

e

[$1

rot fu ]1\' re-.
Examiner
srainder

s action is

(c)

1[)1’)11(“111T

may give applicant one montly or the

of tlic period for response, whichey fonger,
tocomplete “his response. See T‘ ‘:“..'Jfr‘)
which reads as follows:

Rule 135¢e) . -When -action by the apgiicant is a

lmll.i tl(l(' attemype 1o advance the case o ‘ﬁa action,
and is substantiailly-a complete response o the exam-
iner's action, hut cousideration of some mziler or com-
jvertently
amirted, “ojport nity to explain and suppiy the omis-
sion may be given before the guestion of ziandonment
is cousidered, ' '

See 8 714.03,

(d) Inapplications filed on or afrer Uetober
25, 1965, applicant is given one mon:i: or the
wnmmdm' of the p(-rm(l for response, which-
fpes re-
iment in

quired for the submission of an a
response fo an Othice action,

See §§ 607 and 714.03,

(e) To ratifyv or otherwise corves:
signed amendment. applicant iz gt
month or the Illudlll(](,l‘ of the p»
response, whichever is longer,

See $T140%vag.

(f) Where an application is othem “~; allow-
able hut contains @ traverse of a requir-ent to
restrict, one montl is given tu cancet s to
nonelected invention or species or tiis mhel'
appropriate action. See Rules 141. 14, and

$§ 309.02(¢) and 821.01.

(g) If there is a defect in the for
streamlined continnation application »
he corvected, applicant is given one :on
correct the defect,

See § 201.07.

710.02(d)

ot of a
nicly can
th to

Difference Between Short-
ened Statutory and Time-
Limit Periods [R~2Ai]

The distinetion between a lmited e for

reply and a shortened statutory peric. inder
Rule 136 shondd not be Jost sight of . T pen-
Rev. 2s 0 1070




nd toa
,,dkto the

t appealable. by
granted if the de]
“urther, where applicar
‘IftEI the time lin

,.L petition m r
~wasunavoidahbl

sponds a day or
- may be e\cu-ed :
‘ a response one dav It

i a ease o A
under I\nle 1’. what the
i'(*'nlh m dl)lln]‘y- jent hm\ ever, if o
in advanee e ‘o of the period may be
«vr.mtod by the

sion does not oo

§ 1101 ()‘)(f)
710. 02(9) Eﬂf-namn of Tllﬂ(‘
26]

F'xtrm'f from Rule 125,
a time less than six ::mnrhc has heen set. will be ex-
tended only for z

_reasonahle time spesi ‘Any request for such

tension must he filed on or before the day on which
action by the apphmn' is due, but ln 1o case will the

mere mlng of the request effect any e\wmm.
one extengion may e zrinted by the primary exa
in his discretion :
‘proved by the o vissioner, In no. ease can
fension carry the o on which response to an
is due beyond =ix menths from the date of the action,

It shonld be very «
the Primary Exa
has authority to ex
period tunless rmx
on or hefore the
sponse is due, W Lo

or nor the Commizsioner
nd the shortened statiutory
for the extension is filed
~ o which applicant’s re-
e the shortened perind may
be extended withir the limits of the statutory
six months’ period, no extension ean operute to
extend the tine heyond the six months.
Compare, liowe e, Rule 135 (¢) and
Any request npder Rule 136(h) for exre: ssion
of time for reply to o Office action minst atate
ren<on in support ciereof: ander the prosent
poliey the applicaron of the Rule will enrail

This liberality w11 not apply to
(1) any redues - for more than one-reontd
extensian, and -
(2) =econd and ,~,m~<-<|uvnf requests for ex.
tension of tine to reply toa partioglar
Oflice action,

Rov, 26, Oct, 1970

mw(l statutory period

“xaminer, prmulwl the exten-
~vond the six months" period
fmm the date nf the ()ﬁlce action. &, 3 '\lw ,

[R-
h) ‘The time for repiy. when

,\\hh h has been filed.

nd snfﬂciem cause, and for a
- riven and the

- further (-xtanqinn must ?J(‘ ap-

at neither =
refully noted that n o throngh the matl roon,

vepts The reguest for an extension of time will

$714.03,

only_a linnted evalontion of the stated reason.

different

90.2

a stamped' re-
il mdlcate; '

f ppllc.mt ‘
. the action
request s
on the copy turned.
ion on the original. w Imh becomes a
record, lmn]d he ~1wned by the

Title nf fhat pox\nn -]mnld also
notation on the copy which is
e person requesting the extension.
When the request is! granted, no further ac-
tion is necessary: \\hen it 1s denied. a formal
letter of denial, giving the reason for denial.
should be forw arded pmmptl\ after the mail- .
,, nw of the duplicate.
~Request for extension of time may be made by
e md delivery of a duplicate copy “of 1 request
Prompt consideration is
action taken communicated to
applicant ar the earliest practicable time; if an
attorney’s ¢ Py as well as the duplicate copy is
submitted. it is sufficient to merely indicate on
both copies that the extension will he granted .
if the request is timely filed. '
For purposes of convenience, a request for
an_exrension of time may be personally de-
livered and left with the Examiner to become
an - official paper in the file withont routing
The Fxaminer who ac-

appear
rerurnes

have it date stamped with the Group stamp,

If the request for extension is not presented
in duplic u “the applicant should be advised
promptly by way of form letter POL-32T re-
aarding action taken on the request =0 that the
file record will be complete,

The filing of a timely first response to a final
'(-|mf|onh,n ngr a shortened statutory period for
FeSPONse i construed ns including a request to
extend the <hortened statutory period an addi-
tional month even if previous extensions have
been granted, but in no ease to exceed =ix months
from the dare of the final action, (See £ 714018

710.01 Two
| 24]

There cometimes arises a sifuation where two
periods for response are running

Periods Running  [R-




pended mnor affected by an ez
time action or even by an ap
¢ _exception, mvo’lwng sugge
Copying Patent

[R-24]

Vhere, in an application in which there

unanswered rejection of record, claims are
copied from a patent and all of these claims =
are rejected there results a situation where two
different periods for response are running
against the application. One period, the first,

is the regular statutory period of the unan-
swered rejection of record, the other period is
the limited period set for response to the re-
jection (either first or final), established under

Rule 206. The date of the last unanswered

_ copied patent claims is the controlli
~the statutory period.

164 Ms. D. 361, 26 J.P.O.S.

, ; 564.) See also
§ 1101.02(f). o L

Sunday or Holiday [R-26]

day, Sunday. or koliday. When the das. or the last
day, for taking any action or paying any fee in the
United States Patent Office falls on Saturday, Sunday.

tion may be taken, or the fee paid. on the next succeed-
ing secular or business day.

Rule ?. Times for taking action; ezpiration on Satur-
day, Sunday. or holiday. Whenever. periods of time
are specified in these rules in daye, calendar days are
intended. - When the day, or the 1ast day, fixed by stat-
ute or by or under these rules for taking any action or
paying any fee in the Patent Office falls on Saturday.
Sunday, or on a holiday within the District of Colum-
bla, the action may be taken, or the fee pald, on the
next succeeding day which Is not a Saturday, Sunday,
or a hollday, - See rule 204 for time for appeal or for
rommencing clvil action,

As of Janunary 1, 1971, the holidays in the
District of Columbia are: New Year's Day.
January 1; Washington’s Birthday. the third
Monday in February: Memorial Day, the last
Monday in Mayv: Independence Day, July +:
Labor Day. the first Monday in September:
Columbus Day, the second Monday in October;
Veterans' Day, the fourth Monday in October;

Office action on the claims other than the
date of

n
(Ex parte Mﬁtoh,l&i :
Ms. D. 1. 63 USPQ 132 and Ex parte Nelson,

- 710.05 Period Ending on Saturdaf.

35 1".5.0. 21. Day for taking action falling on Satur-

or i holiday within the Distriet of Columbia, the ac-

iving Day, the fourth Thursda;

ovember; Christmas Day, December 25; In-

. ,%umtmn Day (January 20, every four years).
-~ Whenever a holiday fal Sunday, the fol
lowing day (Monday) & holiday. Ex
Order 10,358; 17 F.R.5269. . . .
- When a holiday falls on a Saturday, the
preceding day, Friday, is considered to be a holi-

v
18 not a Saturday, Sunday or :
When an amendment is filed a day or two
later than the expiration of the period fixed by
statute, care should be taken to ascertain
whether the last day of that period was Satur-
day. Sunday or a holiday in the District
- Columbia, and if so, whether the amendment
was filed or the fee paid on the next succeed-
ing day which is not a Saturday, Sunday or a
holiday. Sanns a
An amendment received on such succeeding
 day which was due on Saturday, Sunday or a
“holiday is endorsed on the file wrapper with
the date of receipt. The Saturday, Sunday
and/or holiday is also indicated. i

| 710.06 Miscélla'nééljs"" Factors Deter-.
~mining Date  [R-26]

Where the citation of a reference i incorrect
and this error is called to the attention of the
Office before the expiration of the period for
response, a new period for response starts from
the date of the Office letter aiving the correct
citation and forwarding the correct copy. The
previous period is restarted regardless of the
time remaining. See § T07.03(g) for the manner
of correcting the record where there Lias been
an erroneous citation. i o :

Where for any reason it becomes necessary
to remail any action (§707.13), the action
should ‘be correspondingly redated, as it is the
re-mailing date that establishes the beginning
of the period for response. £x parte Gourtoff,
1924 (D). 158; 329 O.G. 536. .

A supplementary action after a rejection ex-
plaining the references more explicitly or giv-
ing the reasons more fully, even though no
further references are cited, establishes a new
date from which the statutory period runs.

If for any other reason an Office action is
defective in some matter necessary for a proper
response applicant’s time to respond begins
with the date of correction of such defect.

91 Rev. 20, Oct. 1976



“to bkim. or within sich s orter tims as may" Y 3
{rule . 136), the spplicatio 1 become ahandon
tion to save it

of.an amendment neot

ction, oF. retugal fo adm > sitne, and an

procéeﬁings relative thereto. shal not operate to save

the application from abandonment.

{c1 When action by the applicant is a bona fide

. temapt to advance the case to final action, and Is sub-
 stagtialiv a complete response to the examiner's action.
but consideration of some matter or compliance with
some requirement has heen inadvertently omitted, op-
portunity to explain and supply the omission may be

given before the question of abandonment is considered.
(d) Prompt ratification or filing of a correctly signe

copy may be accepted in case of an unsigned or im-

proper!s signed paper. (Seerule7.)

written declaration of abandonment signed by the ap-

plicant himeelf and the assignee of record. if any, and

idertifring the application. Except as provided in
Rulz 282 an application may also be expressly aban-
doned by filing & written declaration of abandonment
signed by the attorney or azent of record. EXpress

by the Office unless it is actualiy reeeived by appro-

of issue. ‘

Abandonment may be either of the invention

or of an application. This discussion is con-
cerned with aBandonment of the application
for patent. i
An abandoned application, in accordance
with Rules 135 and 138, is one which is re-
moved from the Office docket of pending cases
through : .

1. formal abandonment

4. by the applicant, himself (acquiesced in
by theassignee if there be one), or

b. by the attorney or agent of record (in-
cluding an associate attorney or agent ap-
pointed by the principal attorney or agent
and whose power is of record) ; or ,

2. failure of applicant to take appropriate
action within a specified time at some stage in
the prosecution of the case.

Where an applicant, himself, formally aban-
dons< an application and there is & corporate ne-
sigmee, the acquiescence must be made through
an officer whose official position is indieated.

See 2712 for abandonment for failure
to payv iszue fee.

Rev. 26, Ot 1970

“the a
- Abandoned Files Unit.  The Examiner’s signa-

Rule 138. Express abandorment. Anf'appllcqtion ‘may
be expressly abandoned by filing in the Patent Office a-

~a new application.

abandsnment of the application may not be recognized

priate officials in time to act thereon before the date -

: "nrr;ma,lf A’bandom‘

- expressly abandoned
uie 138, When a letter
an ,ngp!icaﬁpn, (not in

he Examiner should
ereof, indicate whether
omply with ths require-

mply, the Examiner should re-
propriate boxes which indicafe that the
1s.1n compliance with Rule 138 and that
cation is bheing forwarded to the

ture may appear at the bottom of the form. If
sich a letter does not comply with the require-
‘ments of Rule 138, a fully explanatory letter

- shonld be sent.

In view of the doctrine set forth in Ex parte
Iasscell. 1884 C.D. 66: 29 O.G. 861, an amend-
ment canceling all of the claims. even though
said amendment iz sigmed by the applicant
himself and the assignee, is not an express
abandonment. © Such an amendment is re-
marded as non-responsive and should not be
cntered. and applicant should be notified a-

explained in  $§714.03 to 714.05. But see
- §608.02(1) for situation where application is -

ndoned along with transfer of drawings to

CAFTER NoTICE 0F ALLOWANCE
Latters of abandonment of allowed appliea-
rions are acknowledged by the Issue and

Gazerte Branch. Siabs
Rule 313 provides that an allowed applica-

tionawill not be withdrawn from issue except by

sonrexal of the Comimissioner. and that. after
the first portion of the issue fee has been paid
and the patent to'be issued has received its date
and number, it will not be withdrawn for any
reazon except mistake on the part of the Office,
or because of fraud or illegalitv in the applica-
tion, or for interference. In. cases where the
second paragraph of Rule 313 precludes giving
effect to an express abandonment, the appropri-
ate remedy is a petition under Rule 183, show-
ing an extraordinary situation where jusiice re-
i res suspension of Rule 313,

The Defensive Publication Program is set
forth in § 711.06. s

711.02  Failure To Take Required Ac-
tion During Statutory Period

[R-20]

Rule 135 specifies that an applieation be-
comes abandoned if appliecant “fails to prose-

form POT-327 and by checking e




k'také “complet
tior; of the ca y req
‘period (Rule 135).

oresents no problems.
Nor is there ordman]v

The case is abandoned and
the remedy is to petition to revive it. The Ex-

bandonment by entire fai]ure »to mpond,,

aminer should notify the applicant or attorney

at once that the application has heen aban-

doned by using form letter POIL-327. The

proper boxes on the form should be checked

- and the blanks for the dates of the proposed
amendment and the Office action com
 The late amendment is endorsed on the file
wrapper but not formally entered.  (See
3714.17)

To pass on questlons of abandonment, it is
essential that the Examiner know the dates
that mark the beginning and end of the statu-
_ tory period under varying situations. Appli-
~ cant’s response must reach the Office w1thm the
 set statutory period for reply dating from the

date stamped on the Office ]ettex See §§ 710
to 410 086. ) :

. k7ll 02(a) Insuﬁiclency of Response':, '

[R-24]

Abandonment may result in a situation

eted.

here applicant’s reply is within the period for

res
~action.  But see §
85 71402 to T14.04.

710.02 (¢}, par. (e). ﬁee aM

- 711.02(b) Specia] Situatioﬁs Tnvolv-

honse but is not fully responsive to the Office

~ ing Abandonment [R-23]

The followmg situations involving questions

of abandonment often arise, and should be spe-
crally noted :
1. Copying claims from a patent when not
suggested by the Patent Office does not consti-
tute & response to the last Office action and will
not save the case from abandonment, unless the
last Office action relied solely on the patent for
the rejection of all the claims rejected in that
action.

2. A case may become
withdrawal of, or failure
peal to the Board of Appes
1215.04.

abandoned through
to prosvouto, an ap-
als, See §5 1215000 to

282764 Q-7 0eoedt
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'smn found in 35 U.S. C 120.

7103

‘ ma Mme abamioned
fthrou h dismxses., of a ppeal to C.C.P.A. or
civil actmnw

n amendment put
) fully respo;
Board’s decision. Abandonment results from
ailure to perfect an appeal as e nired bj
*.C.P.A. Ruie 25. See §§ 1215.05 and 1216.0

. Where claims are suggested for interfe

‘ence near the end of the period for Pkpon

ming against the case, see § 1101.511a
. When drawmgs are tmnsferred u:n
Rule S8, See § 60‘4 02(1). ' .

711 02 (¢) Termination of Proceed- 5
v mgs [R-23] e
“Termmatlon of proceedmgs is an expres

As there stated,
a second application is considered to be co-

pending sith an earlier case if it is filed before
(a) the patenting, (b) the abandonment of, or

(c) other termination of proceedings in the
earlier case. “Before” has consistently been
interpreted, in this context, to mean “not later
than”. ,

In each of the followmg su:uatlons. proceed-
ings are terminated :

1. When the issue fee is not paid and the ap-
plication is abandoned for failure to pay the
issue fee, proceedings are terminated as of the

 date the issue fee was due and the application is

the same as if it were abandoned on that date
(but if the issue fee is later accepted, on pantlon,

~the application is in a sense revived). See § 712,

2. If an application is in interference involy-

" ing all the claims present in the application as
- counts and the application loses the interfer-

ence as to all the claims, then proceedings on
that application are terminated as of the date
appeal or review by civil action was due if ne
appeal or civil action was filed.
3. Proceedings are terminated in an applica-
tion after decision by the Board of Appeals
as explained in § 1214.06,
4, Proceedmgs are terminated after deci-
ston by the court as ('J\plmnwl in $§ 121505 and
1216.01. ,

711.03 Reconsideration of Holding of

Abandonment; Revival

When advised of the abandonment «f his
applhieation, applicant. may either ask for recon-
sideration of such lml(]mw if he disagrees with
it on the basis that, there is no abandonrient in
fact; or petition for revival under Rule 147,

Rev. 24, Apr. 1070
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~  71 . 03(&) Holdmg‘ Ba . .
‘ ~ cieney of Response , [R—‘
23]

Apphcant may denv that his respanse was

incomplete.”
‘While the Exammer has no authontv to act

~upon an application in which no action by ap-
- plicant was taken during the period
-sponse, he may reverse his }m]dma to

- ot an amendment received

~ period was re~p0n~1\ e and act on a : ;

~character which he Las previously held aban-
doned. This is not a revival of an abandoned ap

plication but merely a holding that the ¢

never abandoned. See '1]~0 §(11¢)

711.03(b)

Holding Based on Fa/lulure
To Respond Within Perlod

[R-23]

When an amendment reaches the Patent
Office (not the Examining Group) after the
expiration of the period for sponse and there is
no dispute as to the dates involved, no question
of reconsideration of a holdmg of bandonment
can be presented. o
However, the Exammer and the applxcant
may disagree as to the date on which the period
for response commenced to run or ends. In this
situation, as in the situation involving suffi-
ciency of response, the applicant may take issue
with the Examiner and point out to him that
his holdmg Was erroneous.

711.03(¢) Petitions Relating to Aban.-
~ donment [R-24]

Rule 187. Revival of abandoned application. An ap-
plication abandoned for failure to progecute may be
revived as a pending application if it is shown to the
satisfaction of the Commissioner that the delay was
unavoidable. A petition to revive an abandoned ap-
plication must he aceompanied by a verified showing
of the causes of the delay, by the proposed response
unless it has heen previously filed, and by the petition
fee. : i

\ decision on a petition to revive an aban-
doned application is based solely on whether a
satisfactory showing has heen made that the
delay wus unavoidable (35 US.C. 132). A peti-
tion to revive is not considered unless the peti-
tion fee and a proposed response to rhe last
Office action has been received (rule 137).
While a response to a non-final action may be
either an argument or an wmendment under
Iule 111, a responge to a final action “must in-

Rev. 24, Apr. 1970
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_ment ocenrred be;

proposed.

94

‘ cl

cancels all the rejecte

appeal from the rejec-
tion of eao rejected”” under Rule 113.

Accordm ly, in any case where a final rejec-
made, the proposed response re-

qmred for cons
must be either an appeal or an amendment that
claims or otherwise prima
s the rLpphcatlon in condition for
In ose situations where abandon-
se of the failure to file an
ppeal brief, the propmed response, required

r consideration of a ‘petition to revive, must
nelude a brief accompanied by the proper fee.

The granting of a petition to revive does not
serve in any way as a determination that the
onse to the Office action is com-
pletely responsive, Revived applications are
forwarded to the Examiner to determine the
cmnp;ermww of the proposed response, Such
applications must be taken up Special. If the
E \anuner determines that the response is com-
plete. he should promptly take the case up for
action, If the proposed response is not a com-
plete rezponsze to the last Office action, the Ex-
aminer should write a letter to the applicant
informing him of the specific deferts in his
response and set a onec-month time limit for
applicant to complete his response, If the appli-
cant does not complete his response within the
one-month  limit, the a]')l)licntion is again
abandoned, :

A petition to revive an 'tbqndoned '1ppllca-
tion should not be confused with a petition
from an Examiner's holding of abandonment.
Abandonment may result not only from insufli-
ciency of w~1mn~e but also from entire failure
to respond, within t]xe smmtm’y period follow-
ing an Office action.

Where the ‘wldmg of abandonment is predi-
cated on the insufficiency of the response, or
disagreenient as to controlling dates the peti-
tion from such holding comes under Ru]e 181
and does not require a fee, :

Where the applicant acquiesces in the hold-
ing of abundonment, or where the petition
from snch holding is denied, applicant’s only
recourse, so fur as concerns the p.u‘tuular case
involved, is by pet]tmn to revive.

See & T1Z for a petition for late payment of the

issiie fee.

711.03(d) Examiner’s Statement on

Petition To Set Aside Ex-
aminer’s Holding [R-23]

“may be
a

Rude I=1 staies that the Fxaminer
directed by the Commissioner to furnisl
written statement within a specified time set-

sideration of & petition to revive




tmg fm-fh the mnsons for }ns demslon )

in the petmon, supp
copy thereof the petitioner”. Often,
, _question is passed upon without a
nt being requested, if the issue
clear from the record Unless requested,

7 11 04 stposmon of Abandoned Ap-
: L phcanons - [R-23] *

raised

Ezxtract from Rub’ 1% Abandoned apphoatxons may'

be destroved after twenty years from their filing date,

except ‘those to swhich particular attention has been
called and which have been marked for preservation.
Abandoned qppiimtnm will not be returned.

Asexplained in §

stroyed.

711 04(a) Pulling and Forwardmg
[R-23] :

The files and drawm.qs of abandoned apphca-
tions are pulled and forwarded to the Aban-
doned Files Unit on a bi-weekly basis in ae-
cordance with the chart in Section 505.E(1) of
the Mannal of Clerieal Procedure.

They should be carefully scrutinized bv the

appropriate Examiner to verify that theyv are

of filez containing a decision of the Board of
Appeals for the presence of allowed claims to

doned Files Unit.

711.04(b) Ordering Abandoned Files

[R~23]

,\bandoned files may be ordered by Ex-
aminers by sending (through the Messenger
Service) a completed Form PO-125 to the
Abandoned F;)m Unit. The name and art unit
of the individual Examiner ordering the file
should appear on the form and the file will be
sent to him through the Messenger Service.

Abandoned files more than ten years old
which have not been marked for permanent
retention are stored in a nearby Federal Rec-
ords Center. Orders for these old files require
at least two days for processing, The file should
be returned pmmptly when it is no longer
needed,

FxrEpiTep SERVICE

Examiners may expedite service by ordering
abandoned files by telephone (Fxt. 31505,

1302.07, a retention label is
used to indicate apphcatlon: not to be de-

actually abandoned. A check shonld be made |

avoid their being erroneously sent to fhe \ban- '

has received its date and number will not be
accepted w ithout a showing of one of the rea-
“sons indicated in Rule 3131

711.06
711 05 Letter of Aban&onmeni Re-

 After Appiimtmn is
]

An express abandonm

; o afte ,
issue fee has been paid and the patent to issue

i, or else a showing
under Ru]e 18 justifying suspension nf Rule

313,

71 1.06 Ab'Straéts, Abbreviatures and
Defensive Publications [R-241

ABSTRACTS

Abstracts were prep'zred in accordance with
the Notice of January 23, 1949, 619 O.G. 238.

Each abstract includes a summary of the dlS-

closure of the abandoned application, and in a
plications havm{; drawings, a figure of the
drawing. The publication of such abstracts was
discontinued in 1953.

ABBREVIATURES

Abbreviatures were prepared in accordance
with the procedure indirated in the Notice of
October 13, 1964, 08 (5. 1. Each abbrevia-
ture contains a specific portion of the disclos-
ure of the abandoned application, preferably
a detailed representative claim, and, in applica-
tions having drawings, a figure of the drawi ing.

~ The publication of such abbreviatures was dls-

lie,

95

‘continued in 1965.

DerFensiveE PCBLICATIONS

Rule 138. Waiver of paieni rights. An apphc’mt may
waive his rights to an eaforceable patent based on 2
pending patent application by filing in the Patent Office
a written waiver of patent rights, a consent to the puls-
lication “of an ahstract, an ‘authorization to open the
complete application to inspection by the general pub-
and 2 ‘declaration of abandonment signed hy the
applicant and the assigrnee of reonrd or by the attorney

~oragent of record,

A. Defensive Publication Program

An applicant may request 1o have an abstract
of the technical disclosure of his application
published as a defeusive publication abstract
under Rule 139. The request may be filed only
(1) while a pending application is awaiting the
first, Office action or (' ) within 8 months of the
earhiest effective TS, filing date if a first. Office
action has heen issned and ve sponded to within
satl 8 month period. The application is laid
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7.S. filing date. e : - ference proceed gs.,ha\e been initiated

The defensive pubhcatxon plicati _ that period ive all rights to a
precludes a continuing app ication { 1visional, - for(-eab]e pafen ‘based on said apphcatmn
contmuatlon -in-part, or huation) filed un- 1t application filed more
der 35 US.C. 120 fra ng e ed ‘to the ‘rh‘m 30 months after tf.e earliest eﬁectne L
benetit of the filing date of the def ely pu filing date of said application. . ]

},‘lstl:;ll ?Plé]]lei?t:‘f?tlh‘:]?]:ﬁ?’.gfe : ling appli C. Requ rements for Defensive Publicat,/ion,f .

the earliest effective U.S. filing date, Where 2 The Examiner should
similar application is filed after expiration of  the application to the extent necessary to deter-
the thirty (30) month period, the application  iuine whether it suitable for publication and
is examined, but it may not ¢ -Jaim the benefit of  he also should ascertain that the abstract. and
the earlier ﬁhng date of the defensive publica-  the selected figure of the drawing, if any, ade-
tion application. The Examiner should require  quately refleet the technizal disclosure, ’ Re ab-

scan the disclosure of

the cancellation of any claim or statement in- = stract should be entitled “Defensive Publication

tended to obtain the benefit of the earlier filing  Abstract™ and may conrain up to 200 words and
date in such cases, ob]er'tmg to its mc]usxon on  bean exp.mded version of the abstract required
the ground of estoppel. ~under Rule 72(b).
he denial or approval of a request for defen- . The request for defer sive puhhmtxon is disap-
‘sive publication is made bv the Super\'lsor proved by the Examiner if (1) there is some in.
Prlmarv Examiner. formality in the application or drawings, (2)
~An applmatxon having therem a request for  the requirements of the statement requesting de-
defensive publication is taken up special by the  fensive publication as described in B above have
Examiner, and if acceptable, the ﬁ])p]w'mon is not been met, or (3) the subject matter of the
processed promptly for publication of the  application is not considered suitable for publi-
abstract and opening of the application to the cation because ; (a) it invelves national security :
public. A request for defensive publie: ition can- ~ (b) it is (-omldere(l advertising, frivolous, scan-
not be withdrawn .lftm- it has heen acvepted by dalous, lacking utility, or against_public policy,
the Office. etc., or (c) the disclosure is clearl anticipated

No fee is rec mmd for the defensive pubhm- by’ reaullh available art. and publication would
‘tion of an application. not add anything to the funr} of public knowl-
The Defensive Publication Abstract and a  edge (matters of patentability nre generally
selected figure of the drawing. if any, are pub-  not considered and no zearch is made). '
lished in the Official Gazette. Defensive Publica- If there are defects in the request for de-
tion Search Copies, containing the defensive fensive publication which cannot be corrected
publication abstract and suitable drawings, if by Examiners Amendment, the Examiner
any. are provided for the application file, the ~hnu]d notify applicant writing, nsually
Public Search Room and the Examiner's search ~ giving the reasons for disapproval “and indi-
files. ‘ mtm;z how corrections may be made. Appli-
The defensive pubhmtmn application files  cant is given a period of one (1) month within
are maintained in the Renoul Room after ~ which to make the necessary corrections, Fail-
publication, _ure to correct a defect as rvqmred results in non-

, - acceptance for defensive publication, and in
B. Requirements for a Statement Requesting  resumption of the prosecution of the applica-
Defensive Publication tion by the Office in its regilar turn.

An application may be considered for defen. In fhose instances, however, where the sub-
sive  publieation prmulml applicant. files a ject matter is not suitable for P“b]""‘“‘ma the
l"’(’""‘*f under I{"lp 26 l”!]'p()”u: to the condi- H'q”(""f may be (]1"l[7prfi1"‘f] bv th? Ex 'ln“n(' ’
tions for defensive pnhhvurmn The statement without explanation. T'nder these circum-
requesting publication should : (1) be signed by stances, the Examiner's letter is first submitted
the assignee of record, or by the attorney or to the ("""I’ Director for approval. L. ,
agent of record, or by the npphmnt and the as- Petition may be taker o the Commissioner

-
H

~signee of record, if any: (2) request the Com- from the disapproval of .« request for defen-
missicmerto publish an ‘abstract of the disclosure — <ive publication,
in the O (3) authorize the Conupissioner to Where the request is apparently int ally de-
fay open to publie inspection the complete ap- feetive and involves sabjest matter not con-
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it
advertising,
clearly .

ve pubhcnhon
Cing paragraphs: ¢ :

“The request for defe ive pubhcatmz h
not been approved in v £ the noted info
malities, APPLICANT
MONTH WITHIN WHICH TO MAKE
CORRECTIONS NECESSARY FOR
L IC XTION '

qpphmtmn n the n«:»rmfx! manner
e the heachm. "Defenswe

ﬁt!O.ﬂz, to the fxbstz act. The,
‘_'hority toadd to the ahst
of the ﬁgtue ce]ectcd f

4'5\ dpp]lmnt bv Ex*mu el
Inforrrmlmes noted bv e Dmftsman on the

' ’r,‘orrected W hm'e, appropr
mndk‘d as fo]]owc: The F

ber of the ﬁmlre so]er-rpd for defon%n e publica-
tion in the O.G. and returns the drawing with
the file to the Draftsman for further considera-
tion in view of the request under Rule 139.
" Although the selected figure itself must meet all
the drawing standards, the Draftsman may
waive requirements as to the remaining hgurh
which need bhe formal only to Hmo\tent of
being sufficiently clear for re rorluction, The
Draftsman will note on fhe drawing and all
copies of the Notice of Informal Patent Draw-
ings “Approved for Defensive Publication
On'h (If the application is later passed to

issue, o/l drawing informalities must be cor

~date of publi:

v I y
: nm in writing that the re(gue@ﬁ under
Je 1»)9 is disa ppruve{i nntil auﬂmw'atmn for

of an Apphmtxov fﬂ, Defensive

Publication

ng that the apphcmfz{ﬁz is
{ 11-’1T(= publication the Exa
ich papers, if any. are to be
dments accompanying th? mqu

 until approve .
afrer receipt of the
vill be placed in the ﬁk,
re unless the allb]l‘

of he Amend-
: yzremenf by the

ompleted. '
n Retennmx L‘fhel

“onlyv and is affixed by t

on the file wrapper r , s
label. Tssne and Gazette Bnmch complete the
ing and O (. clhtlon of the De-

- In the -p.1 03 nﬂeci "Prep fm' Tssue™ arid

ined ‘and ‘Passed for Issue™ the word’
s changed to—Def. Publ—by the Ex-
aminer before signing. (The clerk’s signature
15 1ot necessary). 5

The. “blue issue” slip is used on defensive
ication-applications and is completed in the
'manner except that in the space desig-
, Patent Number the Examiner
efensive Publication”. Cross refer-
ences are designated only in those subclasses

‘where the Examiner believes the sabject matter

will be of significant interest to warrant it. -

With respect to the drawings the procedure
is the same as for allowance and the Examiner
fills in the appropriate spaces on the left mar-
gin, in the” Draftsman’s “Approved” stamp
area.

F. Citation of Prior Art in-a Dofmmw
Publication Application

Since the defensive publication procedure
makes the disclosure of an application avail-
able to the public, usually before it or any con-
tinning application is patented, citation of
prior art under Rule 201 by any person or party
is accepted for consideration in the event ex-
amination is subsequently conducted. Such ci-
tation is endorsed on the file wrapper “Con-
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e 1969, for example.

Search Copies in
files, when making pa ten‘cabiht
Lnﬂycl

be suggesteri foz mter er¢
lefensive publication " apn
ms would be allo“ able the

proceeding: ,
uhmv the mterference

the defensiv pubhc ation fxpphmt'
- render the expres abqndom fte
would not result in the iss .of
rﬂ)}e patent. The Examiner
iner’'s: Amendment. all the claim
except thosc awarde
" case to issue. The Notic
cases will be accompanied by a state
forming the applicant that wh
fee is remitted, a disclaimer of the
of the patent to be t
in accordance with 35 :
Distinct numbers are assign
- siver Publications puhhshed a ft

N 369 001-— o
Number serieg, 001~-9%9 avai
able mont

mrenminii —), (3, VOIUME RUMber,

Technical disclosure.

Defensive Pubhmtmns are inclnded in sub-
class lists and subscription orders. The distinet
numbers are used for all official reference and
document copy roqmremmts. L

A conversion table from the appnmhon
serial number to the distinet number for all
Defensive Publications published before De-
cember 16, 1969 appears at 869 O.G. 657,

() Appli

oo —-—Documenﬁ_ycategory, T f(vx" : qp('chon on

n and Use af, ‘%&;«
, Abbreviumm ami

Hcatmn) ‘
G defencn'e

.-Qermh Copv of Serial

Jefensive Pnbhcatlon No. T —y
ication).
ications or demgnated ortions thereof
‘Lba’tl‘a{,{a, abbreviatures fm defensive pub-
Heations. -
Jones, A pphratlon Serial No. .o e
led -<----, Jaid open to publi
____________________ as noted at
2L . O.G. _...._____ (portion of appli-
ration relied on) (list classification),

'—f\

712 Abandonment for Failure To Pay
JIssue Fee [R-24] ‘

Rule- 316, ,zi;split,:ah‘on ahandoned Jor failire to pey
is&ue fee, (a} If the fee specified in the notice of al-
lowandée is not pajd within three months from the date
of the neties the application wiil he regarded as aban-
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ew mth an examiner, a -
f the reasons presented

' pe
1c~ue fee mlght h;ave lieenI paid has xpired,

n Gazette

xcal opemtwm are
drawing are forwar
Unit. When the i
apphoahnn is ab
minated as of the
The application is 3 ; ‘
_if the issue fee is later accepted, on

it, it is possible to
1ave the ap}ghm

“accompanied by the
for late payment.
~panied by the

the threc month period foilowmg the abandon- :
Examiner needs time to restudy

ment (six months after the date of the notice of
allowance) and granted, such abandoned appli-
cation cannot be 1‘evwcd In this respect an
abandoned applic: ation that has passed through

six. months” perind indica v'Rule 316
differs in status from wn application that has be-
come nbandoned under the provisions of Rules
135 and 136 in that the latter. may be revived
under the provisions of Rule 137, Brenner v.
Ebbert ot al., 137 USPQ 609 24% F. 2d 762
Certiorari denied, 159 USPQ 794,

713 [R-24]

The perzonal appearance of an applicant,
aftorney, or agent hefore the Examiner pre-

Interviews

¥ WOl ‘mg

aring periods of overtin work.
w.should Ny be.
egrany o :
that the Primary Exam-
ner in charge of the ap-
in the Oﬁioe., When a
Patenta,bzhtv Re-

"zppomtme! i ]
should be kept. \I*u : att
plan trips to Washington in reliance upe
‘ppomtmenf‘: When, after an'appeintmen
circumstances compel the absence
Examiner m* F\:mnmezx neu«%rv to an

ntﬂhy <

the situation,
the call should erminated with an agree-
ment that the Examiner will call back at a speci-
fied time. Such a eall and all other calls origi- -
nated by the Examiner may be handled thmu;zh
the FTS { Federal Telecommunications System)
even though a collect call had been authorized.
It is helpful if amendments and other papers,
such as the letter of transmittal, include the
complete telephone number with area code and
extension, preferably near the signature of the
writer.  The unmpected appearance of an at-
torney or 'lpp]w-mt requearmg an mrtwvmw
without any previous notice to the Examiner
may well justify his refusal of the interview
at. that time, particularly in an involved ease,
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; ximi plOCEann
d as faras pmcncable based on the dupli-
copy. The extent of proc ocesqnm mH depend

on each amendment. '

MH\'ATIO\ BY E‘um\xn OruEr Tru\ Tue-
O E “ Ho Coxprcereo Tue INTERVIEW

' ometzmes the Examin ho. conducred the

nferue“ 15t

signs, and th
he Examiner qnother Exam

w when it ap
an be reache

) pparent that the appli
n requires further amendment or an addi- ~ hons permlt as i

't}onal action by the Exammer \ or knowledge : ,
Examiner' should ta consistant

with the ‘:1green' its previously reached. See
?*81‘:2'.01', " a statement of teiephone p1 actice m
the interview. restrictic d efectmn of
, ~with an apphcqnt W : :
s prmecutmg his own case and is not familia
~with Office procedure the Examiner may make
=umre-~tmna that will. advance the mmecutlon

Where the ‘response to a first mmplete action

: mcludes a request for an inferview or a tele-
phone cr)ncultmo 10 be initi v the Exam-
: : ttm’ne; under
that the Exan

11Ces request
“iner defel' t‘lI\mg any further
unti] the attorneys noxt

Search in the Group Art Unit shou]d be per-
itted only with: the conwnt of a Pmnarv
Examiner,

when the Oﬁice action W0
given), the Examiner, as soon
ered the effect of the respo onl¢ ‘ R
- such request, if it appears that the int or EXPOTNDING p_,\TE‘;\-T LA‘w L
~consultation would result in expediting the case .

to a final action. The Patent Office cannot act as an ex-
W’herf agreement. is reached as a4 result of an pounder of the patent Jaw, nor as a counszellor
interview, .mphvmz s representative shonld be  for individuals.
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e made o rd 1n th
where agreement

iner ia wetiv on the
miner is reache ctly on the

“be pointed o1
1 laims.

This is further b
Rule: -
. Rule 2.

business

aminer. should send a letter settin
version of the statement attributed t
An inaccuracy with respect to an argumel

‘presented at the inte 1

view: e.g., including in
‘the summary of the interview an argument not
hen presented. should be treated as in (a)

oth p{giﬁ
o retained

each Saturday
iner will be kept

FExce

d after the brie
case has been passe
An inferview may be appropr

iate befor

5 133, , , plicant’s first response when the Examiner
1 those cases whe interview suggested that allowable subject ‘matte
' . no agreement is reac d, the Examiner should present or where it will assist appl\:r n udg-
place an informal memora rdum 1e file to g the propriety Qf continuing the prosecution.
this effect. The memorandum should be suffi- Patent Office employees are forbidden to hold
: ‘ ' _either oral or written communication with =

 ciently complete to make clear to others the
. issues resolved and/or discussed -in the int
- view. Cm

‘Some Examiners prepare, for their own 1
formation, informal notes setting forth wl
occurred at the interview. These informal”
notes do not become an official part of the
record. A convenient arrangement is to make

isbarred -attorney regarding ai
‘unless it be one in which said attor
pplicant. See §105.
“Interviews are frequently requ
‘sons whose credentials are of such
character that there is serious question as to
whether such perzons are entitled to any infor- -

G
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' 'sug_ e:tznns,ﬂ the ¢
suggest; n furth

For ittorneys remote from W*athm;rton who

prefer personal interviews, the groupec
view practice is_effective. If in any ¢
is a prearranged interview, with a

file a prompt supplemental am In

/u' case ax vwearly a8 mm/ be

e developing anc clar
d ] the fxpphcatmn

No a}ly,f'" ne interview
rmitted.  However,

;. an content of the interview mus

| vinead that disposal
_may be accomplished wath onl

Intervl ws merely

d mmm. ;
'to dmuss new hmzta-
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the file wrapper, but n
xaminer will notify applica
» case, advising him fo furnish
, endment properly sigued or
nt to issue, 1L 15 16 ~ amendment already filed. Applicant is |
GE the jurisdiction 3 - either the time remaining in the pericd for
er, Rule 31 te - sponse, or one month, whichever is longs
- - his supplemental response (Rule 138, § 71,
- Sometimes problems arising from unsigs
im%rk)perly,‘signg,ﬁ amendments may be di
~of by calling 1n the local representat
~ attorney of record, since he may have &
thority to sign said attorney’s name to
amendment. Listings of local representa
of out-of-town attorneys are kept av
~'the various Group Directors’ Offices
- An amendment signed .by a per

specific approval o ‘
a showing in writing of axtrao
stances. - .

714 Amendments,
~ [R-26]

Rule 115. Amendment by applicant

may amend before or after the first

~ action, and aleo after the second or sub

~ Ination or reconsideration as spec

. when and as specifically required
. See also § 714.12. '

7 14.01{"Vf",ﬁ§Signatur¢s to Amendments
7 ree]

. To facilitate any telephone call that may be

~ come necessary, it is recommended that the com

. plete telephone number with area code and ex-

- tension be given, preferably near the signature,

- Note £5 605.04 to 605.05(a) for a discussion of -

signatures to the a : :

714.01(a)

rule 112 or
zaminer, *

lication.

/i a ‘duly appointed attorney, the amendment

‘should be entered and acted upon.: Attention

should be called to. Rule 35. The customary

two copies of the action should be prepared, one

signed by a person having authority to prose- only being sent to the attorney and the other

cute the case is not entered. This applies, for  direct to Applicant. The notation: “Copy to

instance, where the amendment is signed by  applicant” should appear on the original and

one only of two applicunts and the one signing  on both copies. s

has not been given & power of attorney by the S : '

other applicant. 714.01(e) Power of Attorney to a
If copies (carbon or electrostatic) are filed, i Firm [R-26]

the signature must be applied after the copies ,

are made, § 714.07 See 8§ 402.03, 402.04, 402.04(a).

Unsigned or Improperly
. SlgﬂedAmendment FR-26]
An “nmgm?dﬁmwdmentor one not properly

Rev. 26, Oct. 1970 104



~ consideration, the applicant ToaEt make muest them-_ S
forin wrlting. and he mua dlstlncﬂy and spacifieally e

ments as to form not necesmry'to further consider&- o

tion of the ciaims be held in abeyance untﬂ gllowable o
' x;treated under § 818

«drawn to the invention pro-
upon is not to be held non
t reason alone.

developmen% of a clear issue re-

licant meet
: ’1'43 tthe clums. .

] ’m Rule 121(!3)
: e if it uses paren-
'brackets, L ], are called

Responses to- requlrements to restnct are

',714 03_ * Amendments No Fnlly Re-

of the state of the art disclosed by the referenms cited .
or. the objections made.  He must also show how thg i

. amendments avoid such references or objecﬁons. ,( See
‘rules 185 and 136 for time for reply Yy .

In all cases where response to a reqmrement

is indicated as necessary to further considera-

_tion of the claims, or where allowable subject
~ matter has been 1nd1cated a complete response

must either comply thh the formal require

' ‘donment o ;
Where a bona fide response to an » Examiner’s L

sponsive, Action To ‘Be Taken
[R-25] o

If there is suﬁiclent time remammz in the

~six-month statutory perzod oor._set shortened
bie novelty which he thinks the claims present inview

period when applicant’s amendment is found
to be not fully responsive to the last Office

action, a letter should at once be sent ap licant
in hi ails to

See§ (1400

action is filed before the expiration of a per-

' missible period, but through an apparent over-

ments or specifically traverse each one not com- -

plxed with.

. Drawmg and speclﬁcatmn correctxons, pma-
_entation of a new oath and the like are gener-

ally considered as formal matters. However. .
the line between formal matters and those touch-

_ing the merits is not sharp, and the determina-
tion of the merits of a case may require that such
correctmns, new oath, ete., be insisted upon
prior to any mdlcatlon of aIIowable _subject

matter.

Rule 119 Amendment of claims. The claims may be

amended by canceling particular claims, by presenting

new clalms. or by rewriting particular claims as in-

_ dicated in Rule 121. The requirements of Rule 111 must

_be complied with by pointing out the specific distinc- ’

_ tions believed to render the claims patentable over the
references in presenting arguments in support of new
claims and amendments,

An amendment submitted after a second or
subsequent non-final action on the merits which

101

sight or inadvertence some point necessary to &
complete response has been omitted,—such as
an amendment or argument as to one or two of

~several claims involved or signature to the
;iamendment,—_the Exammer, as soon as he
‘notes the omission, should require the appli-

cant to complete his response within a specified
time limit (one month) if the period has

already expired or insufficient time is left to :

take activn before the expiration of the period.

_ If this is done the application should not be

held abandoned even though the prescribed
period has expired. See Rule 135(c). Similarly,
where there is an informality as to the fee in
connection with an amendment presenting addi-

tional claims in a case filed on or after October
25, 1965, the apphmnt is notified by the clerk

on form POL 319. Sce §§ 607 and 714.10.

The Examiner must exercise discretion in
applying this practice to safeguard against
abuses thereof.

Rev. 25, July 1970

(See Rule 112,




attempt to ad

e ;(hgula 135), and the Examiner is
{ ,

_ thority to postpone decision as to ab
_If there is ample time for . {;))é)h
to be filed within the time s NO.
de to the time for response other t!
e in the letter that the response must.
leted within the period for respo

~ from the last Office action.

70404 Claine Presenied n.
e ment With Neo ‘A
Point Out Patcatab

o In theconmderatl

' case where no attem

- ‘patentable novelty, the claims sho

“allowed. (See Rule 111,§714.02.)

~ An amendment failing to point out the pat-
__entable novelty which the applicant believes to
 exist in his case may be held to be nonresponsive
and a time limit set to furnish a proper re.
: s;lmnse' if the statutc - period has ex d or

almost expired (§ 714.03). However,

claims as amended are clearly open to re ection
on grounds of record, a final rejection. should  °°

generally be made.

714.05
‘ Inspect [R-25] L '

termine whether they are completely responsive
to the preceding Office action so as to prevent
abandonment of the application. If found in-
~ adequate, and sufficient time remains, applicant
 should be notitied of the deficiencies and
_warned to complete the response within the
‘period. See § 714.03. i

Al amended cases put on the Examiner’s
desk should be inspected by him at once to

determine: , i

If the amendment is properly signed
(§714.01). E

If the amendment has been filed within the

statutory period, set shortened period or time

limit (§ 710). ; :
" 1f the amendment is fully responsive. See
$§§ 714.03 and 714.04.

‘Rev. 25, July 1970

. §§508.01, 804.02,
A.supplem a

~mailing of t

‘mailed (date)”. ! ’ | ’
Amendments Sent to Wrong

Examiner Should Immedlately -

If any matter
§ 107.0L.

txonlsusuallynecessary S

- when an amendment is filed on or before the o
ailing date of the regular action but reaches

he Examining Group later. The supplemental vaie

ction should be pr y prepared. It need

5t all s of the previous action
 that are still applicable but it should specify
_which portions are to be disregarded,

. See $ 508.014' i ; |
o " 714.07 Amendments Not in Perma.
 Actions by Applicant, especially those filed ! ,

 near the end of the period for response, should

~ be inspected immediately upon filing to de- R ires “pe ent ir e
' _used on papers which will become part of the

record and In re Benson, 1959 C.D. 5; 744
O.G. 353 holds that documents on so-called

nent Ink [R-25]

© Rule 52(a) requires “permenent ink” tobe

*

weasily erasable” paper violate the requirement. :

The fact that Rule 52(a) has not been com-

i , inting
out that the period for response runs rom the
, f)e supplemental action. The ac- i
tion should be hea ed “Responsive to amend- '
ment of (date) and supplemental to the action .

plied with may be discovered as soon as the

~ amendment reaches the Examining Group or,

later, when the case is reached for action. in

the first instance, applicant is promptly noti-

fied that the amendment is not entered and is
required to file a permanent copy within one

month or to order a copy to be made by the
_ Patent Office at his expense. Physical entry

of the amendment will be made from the per-
manent copy.

1f there 1s no appropriate response within
the one month period, a copy is made by the




_ signed formal amendment does ,
he applicant is notified that proper
_confirmation is required; otherwise, the tele- -

t ; a response to the st [ 800 , Teasc
. necessarr and were not earlier presented. .

p, the requirement
of the amendment being i
action. .
Xeroprinting or goo:

legram is placed in the file but not entered
rmation of this amendment by a propert

due time
gram will not be
- former Office
promptly. the
parte Wheary

If he does confirm

_to one sent by mail. Sec § 71402,

. 714.09 Ti"Ame:i:dm’em’s Before -
. ',Ofﬁcc ,Acti()l,l - [R-23]

. An ar‘(’]enckne‘n't'ﬁ]'eyd béforé'.‘kt’he first O‘ﬁicey‘l
_action, even one filed along with the original

t enjoy the status of part of
‘Scee § 608.04(b). :

T (unexecuted) a‘p‘pliﬁ

_ application. does
- the original disclo
~ In the case of Rule

_cations, an amendment stating ;that."‘Thisﬁls, 3 .
i ' . fled

~entered unless approved by the Examiner. See

_ division of application Serial No.. ’
f *and canceling the irrelevant claims
should accompany the application, but no other

~ amendments to the specification or drawing

~should be requested until the application has

reccived its serial number and filing date. Sce

§201.06.

714.10 Claims Added in Excess of |

Filing Fee [Rf-23]

" The new Fee Act, effective October 25, 1965,
provides for the presentation of claims added in
excess of filing fee. On payment of an addi-
tional fee (sce § 6UT), these excess claims may be

copies on satis-
ut see In re.

follow in |

nendment is entered. (See Ex
918 C.D. 253; 197 O.G. 534.)
_~ 'The same test as to completeness of response
~spplies to an amendment sent by telegraph as

in appealed cases. After. |
‘ments can only ‘be made as provided in rule 198, or
~ to carry into effect a recommendation under rule 196.

~'Any amendment tt ; er
in condition for allowance or in better form
for apreal may be entered. Also, amendments

: f’l(’ 7

. ﬁm

after the application is filed,
ludes the time before the first
on does not apply in the case

hefore October 23, 1965.

 Rule 116. Amendments after final action. (s) After

final rejection or action (rule 113) smendments may

. be made canceling claims or complying with any re-
_quiremsents of form which has been made. and amend-

o presenting rejected claims in better form for

sideration on appeal may be admitted; but the ad-

any such amendment cr its refusal, and any
procesdings relative thereto, shall not operate to re-.
lieve the application from its condition as subject to

appeal or to save it from abandonment under rule 135.

| (b 1f smendments touching the merits of the appli-
cation be presented after final rejection, or after ap-

~ peal bss heen taken, or when such amendment might

therwise be proper, they may be admitted upon 2

¢ of good and sufficient reasons why they are

- (&1 No amendment can be made as a matter of right
_ After decision ‘on appeal, amend-

" Onece a final rejection that is not premature

- has been entered In a case, applicant no longer

has anv right to unrestricted further prosecu-
tion. This does not mean that no further
amendment or argument will be considered.
at will place the case either

complving with objections er requirements as
to form are to be permitted after final action in
accordance with Rule 116(a). Ordinarily,
amendments filed after the final action are not

.07 (e), 71413 and 1207,
irosecution of an application before the

‘tion. Hocever, one personal i
wiew Ly applicant may be entertained after
final acting if civeumstances warrant. Thus,
One reqie '

view afrer final should be granted, but in ex-
ceptional cirenmstances, a  second personal

interview may be initiated by the Ezaminer if
in his judgment this would materially assist in
_the application in condition for
v : ,

e

Rev. 25, July 1970

- should ordinarily be concluded with

<t by applicant for a personal mter-



e believes be is entitled to

1 AfterF

FixaL Resecriox-

esponse to a final

. The filing of a timely

ection having a shortened statutory period

r response is construed as'['i'rich‘iding a reques
o extend the shortened statutory period an

additional month, but in no case may the period
for response exceed six months from the date
“of the final action, The additional month may.
" be used to place the application in condition for
continuing

“allowance, to appeal or to fil
,apﬁlication. M e
During the additional
attorney initiated interview is
a timely first response to a
d as including a
time, any subseq
' of time is conside
d must be sub

ed. Since

. An object of this practic

 necessity for appeal or filing a continuing case

merely to gain time to consider the Examiner’s
_position in reply to an amendment timely filed
after final rejection. Failure to file a response

during the shortened statutory period results

in abandonment of the application.

 Extry Not A MarTer oF RigAT

It should be kept in mind that applicant
cannot, as a matter of right, amend any finally
rejected claims, add new claims after a final
rejection (see Rule 116) or reinstate previously

~ canceled claims.

~ Except where an amendment merely cancels
~claims, adopts Examiner suggestions, removes
 issues for appeal, or in some other way requires

only a cursory review by the Examiner, compli-

_ance with the requirement of a showing under

rule 116(b) is expected in all amendments after

final rejection. Failure to properly respond to
the final rejection results in abandonment unless
an amendment is entered in part (§ 714.20, items
Sand a0 , B

~An amendment filed at any time after final

_ rejection but before an appeal brief is filed,

' . aoes not pi
__nor in condit
~ be promptly

fusal to enter

_ The reasons should be con

pplicant or

jection 1S

ate the

~ and which propose

- portions of the amendment wou
_table as placing some of the claims in better

sugzestions. ,
£§ 1207 and 1211,

r allowance, applicant should

ossible. with

allowance and or whether the issues on appeal
are simplified. ‘Ordinarily, the specific dehclen-
- cies of the amendment need not be discussed.

spressed. For

example:
(1) The clai

would not

(3) The claims as amended present new is- =

~ sues requiring further consideration or search.
(4) Since the amendment presents additional

claims without canceling any finally rejected .

claims it is not considered as placing the applica-

tion in better condition for appeal: Ex parte
Wirt, 1905 C.D. 247 117 0.G. 599. |

 Examiners should indicate the status of each
~ claim of record or proposed in the amendment,
- gclaims would be enteredon

the filing of an appeal if filed in a separate

' Kpplicant should be notified, if certain
id ‘be accep-

form for appeal or complying with objections

or requirements as to form, if a separate
paper were filed containing only such amend-
ments. Similarly, if the proposed amendment
to some of the claims would render them allow-

able, applicant should be so informed. This is

~ helpful in assuring the filing of a brief con-

sistent with the claims as amended. A state-

ment that the final rejection stands and that the

statutory period runs from the date of the final

rejection is also inorder.
~ Form letter POL~303 should be used to
acknowledge receipt of a response from appli-

‘Rev. 25, July 1970 R o

peal, and/or (2) adopt

| amendment
er form for appesl,

rmed of this fact, whenever
he statutory period. The re-
: proposed amendment should =
not be arbitrary. The proposed amendment
should be given sufficient consideration to deter-
mine whether the claims are in condition for

, if amended as proposed,
' would not avoid any of the rejections set forth
_in the last Office action, and thus the amend-
ment would not place the case in condition for
“allowance or in better condition for appeal..
. (2) The claims, if amended as proposed,
. would avoid the rejection on indefiniteness but
YOI rejection on the references.
The amendment will be entered upon the filing




~ any argument. or‘aﬁid
[plxcatxon in comh ]

their response to an

~ jection within five
amendment reaches
_tions where the ame
’er 3 desk after the

pwance, applicant should be nut:f d
y of this fact b}, meane of form letter

:guard against a holdmg of al
_ effort should be made to
~ the period fo ponse expires.

~ If no appeal has been ﬁ]ed within kthe: perxod :
~ for response and no amendment has been sub-
o mlt,ted to m.tke the case al allowable or which can

‘& proposed ‘uuen('lment di

cedure. For a
,hve to afﬁda

urpmea ﬂf convenience in those ca%es
attorney and the Examiner agree tha ,
1ssed during a per-

would place tI dpphca\‘m

ment may be
left wit] e an. oﬂfcml
. PAper in the
~ mail room, p
quired. Where the case is under fi
~if changes in the proposed amendn v
_ necessary and these changes are not practlcal o
_to be made by Examiner’s amendment, the at-
~ torney or his local representative will be per-

mitted to hand deliver a corrected amendment
to the Examiner, provided no additional fees

~_are required and further that the amendment
is submitted to the Examiner by the end of the
terview 'md o

next working day following the
ithin the period for response.
accepts these

At liver requestQ for exten-
s n‘of time to the hxmumng Groups.

Rev. 25, July 1970




i‘m axzaem}mm m;md

f al!owanoe,
1922 CD 36;,’

0 los houg
 may he outstandmg formai o’b} ticns whic
: prevlude fully closing the prosecution. ‘
Amendments touch
rejection, though the tion may be con-
tinued as to the formal mattel
714.12and 71413,
 See section 607 for additi
menta ‘ ‘

714.15

of Notice of Allowance

21]

- Where an amendment even though prepared o
by applicant prior to. allowance, does not reach

_ the Office until after the notic allowance

~ has been mailed, suc has the

: status of one filed under Rule 312 Its entry
is a matter of grace. For discussion of amend—
ments filed un er Rule 3 tmn~ 714.16
to714.16(e) .
If, however, the amendmem is filed in' the

allowance, but is l'e('PlVPd by the Examiner

‘the case has not been closed to further prose-

~ cution. as by final rejection of one or more

~ claims, or by an action allowing all of the
claims, applicant may be entitled to have such

~‘amendment entered even though it may be.
necessary to withdraw the application from
o Such withdrawal, however, is unneces-
~ sary if the amendatory matter is such as the
Examiner would wcommend for ontrv underj

issue.
o Rule 312.

 ment that would reopen the proeeontmn if the
Office action next preceding the notice of allow-
ance closed the case to further amendment.
i.e.. by indicating the patentability of all of

rejecting the remainder.
After an applicant has been notified that the

not of right (Ex parte Quayle, 1935 C.D. 11;
453 O.G. 213). To this extent the practice

o -the merits are treatad ~
in & manner similar to amendments after final

1 fee requu'e‘ '

Amendment Recewed in Ex-'? \

‘amining Group After Mmlmg
R

“mailed, the applicat
~under the jurisdie
aminer.

the apphcatm

Office prior to the mailing nut of the notice of -
- Group Director for.

after the mailing of the notice of allow-
ance, it has the same =hmdzr‘g in the case as
though the notice had not been mailed. YWhere

~proval by

~ Prosecution of a case should be conducted be-

~_ As above implied, the case will not be with- -
 drawn from issue for the entry of an amend-

the claims. or by allowing some and finally

claims are all allowable, further prosecution of
the merits of the case is a matter of grace and

; Auowm, Rule 312 [R-21]
 Rule $12. Amendments after allowance. Amendments

after the notwe of aliowance of an. applicetion will
i 'not be permitted 85 a mattaz-r of tight. However. such
_ amendments may be made if filed not jater than the
\ee seumns]f date the ’mue fee is pm«i on . the mmnwndtmon of

. the primary examiner, ‘approved by the Cnmmxvmne.

i w:thout wﬂthdmwing the rase fmm isspe.

The Commissioner has delega*ed the ap-

: pmvai of such recommendatmn to the Group
- Directors.

A supplemental oath 18 not U'eated as an
amendment under Rule 312, see section 603.01.
After the Notice o A}llow:mce has been
echnically no ionger

the Primary Ex-
‘He can howe

scope thereof, or the cancellation of claims from
hout Jforwardmfr 1) th ;

P
Amendments other than the~e mmm'e an-,

to trivial informalities which seldom affect sig-

“nificantly the vital formal requirements of any

patent; namely, (1) that its disclosure be ade-
quately clear, and (2} that any invention pres-
ent be defined with sufficient c"lann to fnrm an
adequate basis for an enforceable contract.
Consideration of an amendment under Rule
312 cannot be demanded as a marter of right.

fore, and thus be complete including editorial
revision of the specification and claims at the
time of the Notice of Allowance. However.
where amendments of the type noted are shown
(1) to be needed for proper disclosure or pro-
tection of the invention. and (2) to require no
substantial amount of additional work on the

~ part of the Office, they may be considered and,
_if proper. entry
Primary Examiner.

may be rerommvnded bx the

~ The requirements of Rule 111(() {seclion
T14.02) with respect to pointing out the patent-
able novelty of any claim sought to be added or

Rev. 21, July 1989

make Examiner's
,Amendments (See section 1302.04) and has au-
~_thority to enter Order 3311 amendments submit-
~ted after Notice of Allowance of an application
~which embodv merely the correction of formal
‘matters in the epecxﬁcatwn or drawing, or for-
mal matters in a claim without changing the

‘the Group Director. He also

' establishes Group policy with respect to the
~ treatment of Order 3311 amendments d'rected




~ patentable and, (4) why

Sea sections 713.
views. As to amend
closure, the ¢
claim, the re

~ ment must fu ¢l
 which relia : placed to sh

amendment is needed: (2) why t

_ amended or new claims require no addition

_ search or examination; (3) why the claims are
hey were not: earlier
presented. L i

. Nor To Be UsED FoR ComxsmmanEcmn\
Rule 312 was never intended to provide a

 way for the continued pxjosecutix_m_okf a{zpi
~ cation after it has been passed for issue. - Wk

the recommendation is against entry. a detailed
_ statement of reasons is not necessary in sup-

port of such recommendation.  The simple
_ statement that the proposed claim is not obvi-
ously allowable and briefly the reason why 18
usually adequate. Where appropriate, any one
of the following. reasons is

cient: (1) an additional search is required. or
(2) more than a cursory review of the record
is necessary, or (3) the amendment would in-
volve materially added work on the part of the

Office, e.g. checking excessive editorial changes
_in the specification or claims.

Where claims added by amendment under
Rule 312 are all of the form of dependent
claims, some of the usual reasons for non-entry

are less likely to apply although questions of.

new matter, sufficiency of disclosure, or undue
multiplicity of claims could arise. o

See sections 607 and 714.16(c) for additional

fee requirements.

714.16(a) Amendments Under Rule
312. Copied Patent Claims

[R-21]

See section 1101.02(g) for the procedure to
he followed when an amendment is received
after notice of allowance which includes one or
~ more claims copied or substantially copied from

. a patent. g

The entry of the copied patent claims is':’nétﬂ

a matter of right. See section 714.19 item (4).

See sections 607 and 714.16(c) for additic’ma!‘,

fee requiremants. ;

714.16(b) Amendment Under Rule
" 312 Filed With a Motion

Under Rule 231 [R-21]

Where an amendment filed with a motion

under Rule 231 (a) (3) applies to a case in jssne,

Pov. 2, July 1969

considered suffi- 1
- wards the proposed

:311%2,'Addﬁiﬁo‘x::al Clsims
SRl .
If the application was filed on or after Octo-

ber 25, 1965, and the amendment under Rule 312 o .

adds claims (tot n
of the number | ‘
fees are required. X , ,
; inless accompained by
o section 607 and 35

sidered by the Examin

~ the full fee required.

711.16(d) Amendments Under Rule
312, Handling [R-21]

Aau:xmm.\"i*s Nor UnpEr OrDER 3311

Amendments under Rule 312 are sent by

the Mail apd Correspondence Branch to the

Issue and Gazette Branch which, in turn, for-
amendment, file, and draw-
“ing (if any) 1o the Group which allowed the
application. In the event that the class and

subclass in which the application is classified

has Leen transferred to another Group after ‘

the application was allowed, the ,proposed,.f@'

amendment. file and drawing (if any) are
transmitted directly to said other Group and
‘the Issue and (3azette Branch notified. If the

Assistant Examiner who allowed the applica-
tion is still employed in the Patent Office butnot

_in said other Group, he may be consulted about

~the propriety of thie proposed amendment and
- given credit for any time spent In giving 1t
~ consideration. : o

The amendment is PROMPTLY considered
by the Examiner who indicates whether or not
its entry is recommended by writing “Enter-
312%, “Do Not Enter” or “Enter In Part”
thereon. o -

If the amendment is favorably considered, it
is entered and a notice of entry (POL~271) is
prepared. No “Entry Recommended under
Rule 312" stamp is required on the amendment
or on the notice of entry in view of the use of
form (POL-271). The Primary Examiner
indicates his recommendation by stamping and
signing his name on the notice of entry form

(POL-271). /

' 1f the Examiners recommendation is com-

~ pletely adverse, 2 report giving the reasons for
. non-entry is typed on the notice of disapproval
 (POL-271) and <igned by the Primary Exam-

“ner.

104




oes not srgmh
dmitted; for, thoug
not otﬁmallv yadmg'

714.18 '

amendment is ﬁlcd mch amendment shall
endorsed on the file wrapper of the apuplica-
ion, but not formally entered. The Exumin ier
mediately notify the applicant, by

form 1 tter POL-327, that the amendment was
rithin the time period and therefore

tered and that the appilmt‘on is

See sectlon T11.02.

~ Director prior to entry. See sec

' the claims should be renumbered

ments:
| ,writix “Enter-3311" thereon.
its do not require submission to the Group
n 714.16. The
notice of entry (POL-27 1) 1s d
mailed by the Examining
amendments are disapproved e her
in part, they are Inndled hke '

0 der 3311,

714- l6(e) Amendments Under Rille,
) 312 Entrym Part ,

_be entered in part and refused in part should

 not be relaxed. but when, under Rule 312, an

- amendment, for example, is propo<ed contain-
ing a plurahtv of claims or amendments to
claims, some of which may be entered and some
not, the acceptable claims or amendments

Vshould be entered in the case. If necessary,
secutively with the claims alread

~ The refused claims or amendme

canceled in lead pencil on the

The Examiner should then submit a report
(POL-271) recommendmg the entrv of the ac-
~ ceptable portion of the amendment and the non-

entry of the remaining portion together w ith
entered

his reasons therefore. The (iaxms
should be indicated by number in this report.

Handling is similar to complete entry of a

Rule 312 amendment.

- If the application w -as ﬁled on or after Octo-
ber 25, 1965, entry in part is not recomnmended
unless’ the full “additional fee required, if

any, accompanies the amendment. Qve spq tmns
607 and T1416(c). , ,

' 714 17 Amondment Filed Aftnr the Pe-

riod for Response Has Explred
[R-21] '

; \Vhen an application is not 'prmevnt’od
within the period set for respnn:o qml fho reafter

aminer mdwates qpprovai af amend L
oncerning merely formal matters by
Suchk amend-

[R-21]

The general rule that an amendment. cannot

‘ umfm'm and prompt treatmen 3
~iners of all cases where the ap licant is awai

run con-

of | Am ndxiients ”

dments sre =tamped mth the date of‘
eipt in the Group, Tt is important
- the d!etmctlon which exists between
p which shows the date of receipt
nendment in the Group (“Group Date™

_stamp) and the stamp bearing the date of re-

ceipt of the amendment by the Office ( “Office
amped and '
If, q“‘"h L }eft-hand ‘corner. shonld always be referred to

~ in writing to the apphcmt \uth rerrard to hxs, :

amendment.

The latter date, placed in the

Date™ stamp).

Al amendments recen*ed in the derlcal sec-
tions are processed and with the applications

“delivered to the Supervisory Primary Examiner
for his review and distribution to the Examiners.

Every mail delivery should be carefully
sereened to remove all amendmen spondm;:
to a final action in which a time period is run-

‘ning against the applicant. Such amendments

should be processed within the next 24 hours.
~ The purpose of this pmvedure, e

Oy th'

ing a reply toa proposed amendment after final
action. By having all of these cases pass over

the \upewmory Purmn Examiner’s desk, he =
will be made aware of the need for any special
if the situation so warrants. For -

freatment.

e'mmple. the Supervisory Primary Examiner.

- will know whether or not the Examiner in each |
case is on extended leave or otherwise incapable
~of moving. the case within the requived time

periods (5 or 3 days: see section 714.13). In
cases of this type, the applieant should receive
a Patent Office communication in sufficient time

“to adequately consider his next action if the caxe z
is not allowed. Consequently, the clerical han.
~diing will continue to be s

Fw 1al “when  these
tases are ienuned by tlu- ~\.nn|nen tu tho

clerical sections,

The amendiment or letter 1~ placod in ﬂw file,
r,mwn its number as a paper in the applicatio

and its character endnrsvd on tho file w mppor
in red ink.

 When several amendmomc are made in an ap-
plication on the same day no partienlar order
ag to the hour of the receipt or the mailing of
the amendments can he assumed, but considers-

Ree 29, July 1069

to ensure.



L T1420(4),

e & thoagh
single paper. “
entry of the amendment the
“up for action.” It is pla
 Examiner’s desk, and 3. res i
 proper disposal. Th
~diately inspect the

or special ac
awailts re-exa

pers filed in cas 3
ould be promptly

, 'forWarded”t‘o him. i 7
714;1’,’9  List of Alnendinehts,

The following types of amendments are or
“dinarily denied entry:

1. An amendment :prééentihﬁgﬁ; an | unpateht-

able claim, or a claim requiring a new search
or otherwise raising a new issue ii; a case whose

en closed. as where
(a) All claims have been allowed.

 exceptions see sections 7i4.12

(c) Some clai

2. Substitute specification that has not been

_required and is not needed. See Rule 195,
sections 608.01(q) and 714.20, If the Examiner

_approves, it may be entered.

73, A patent claim suggested by the Ex-
aminer and not presented within the time
limit set or a rezsonable extension thereof.

~

unless entry is authorized by the Commis-

sioner. See section 1101.02(f).

4. While copied patent claims are génera]ylyk‘
admitted even though the case is aunder final

rejection or on appeal, under certain condi-

tions, the claims may be refused entry. See

section 1101.02(g).

any person having no authority.
8. An amendment filed in the Patent Office
after the expiration of the statutory period or

set time limit for response. See section 714.17.

» An amendment so worded that it cannot
be entered with certain accuracy. See section
T14.20. ‘ e

8. An
claims and presenting no substitute claim or
claims, See section 71101,

9, An amendment in a case no longer within
the Examiner's jurisdiction with certain ex-

Rev, 21, July 1060

 sioner with )

~ to applicant. See section 714.25,
Entry  12. Amendr pern
7 Amendments on _so-called “easily erasable

;Eero'secution hefore the Primary Examiner has

’ ns allowed and remainder (D) priorto
 finally rejected. See sections 71412 to T14.14, % ; ar ,
; ~ pained by the jull fee required, or

amendment cancelling all of the

he opinion of th
“the condemnation
, , itted to the Commis-
view toward its being returned

nts not in Permanent, ink.

paper.” See section 714.07.
13. In an application filed before October 25.
965, an amendment filed before the first ac-

_tion increasing the number of claims when the

total of claims would be in excess of those sup-

~ ported by the filing fee. See section 714.10.

'14. In‘an application filed on or after October

95,1965, an amendment presenting claims (total

and independent) in excess of the number pre-

By All clai o been finally rejec i +  viously paid for,apd . o
(b) All claims have been finally r;g;vltgdilfgg 778 not accompanied by any portion of the

feerequiredyor. ...
o the first Office action or not in
response to an Office action, and not accom-

~ (¢) the authorization for a'Charge agaiiist, a.

Deposit Account isnot in the form of a separate.

ile amendments falling within any of the

~ foregoing categories should not be entered by
~the Examiner at the time of filing, a subse-

quent showing by applicant may lead to entry
 of the amendment. =~ .

: 71420 ’k Lxst of 'Aikhéhydmé:xﬁslgnte’re&:iilj‘ w i .

" Pamt [R-21]

L ] To ,;avciid confusion of the record the general
5. An unsigned or improperly signed amend- rule prevails that an amendment shonld not be

“ment or one signed by a disbarred attorney or ¢ °d 1IN part. AS ! Sé 01 MOost OheT
: -  rules. the strict observance of its letter may

‘sometimes work more harm than would result
from its infraction. ‘especially if the amend-
~ment in question is received at or near the end

entered in part. As in the case of most other

of the statntory perind. Thus,

(1) An “amendment’” presenting an onn-

called-for and unnecessary substitute specifica- -

_tion along with amendatory matter, as amend-
‘ments to claims or new claims, should be

entered in part, rathe
toto. The substitut
denied entry and 50 1

than refused entry ¢»
ecification should he
rked, while the rest of

106




amendment under Rule 312, which
is approved and in other part disap-
entered only as to the approved ;

mq“‘”&en entered. ‘a case having some claims allowed

‘in the origina]  and others finally rejected, where &n amend-
 specific amend.  ment is recel ed at or near the close of the

tpec €0801(q).  Statutory p riod cancelling the finally rejected

lon 608.01(a).  .lsims and presenting ome or more new ones

his connection, however, iich the Examiner cannot allow, the amend-

bstitute specification, t, sfter the statutory period hss ended. is
aminer, contains new red to the extent only of cancelling the
finally rejected claims. Of course, if any of
the new claims were, in the Examiner’s opin-

Rev, 21, Juir 1%



i ,enterable»porhon: [R—22

 whicn are deemed,allo ab} by th
the same practice il :
(3) 5 )assummg no

tory period has. ended the amendm nyt

~ a case will be entered only ss to the fo
 matter and to any of t

claxms that may be de

- .{(6) In an ame

tlon nted only

¢ granfed. See § 110
- No'na 'I'he Exam ‘
eft margin opp ite the

madvertently enters an amend-},
should not have been entered,

~such entry is of no legal effect, and the sam
_action is taken as if the changes had not bee
~ actually made. inasmuch as they have not bee

legally made. Unless such unauthorized entry

is deleted, suitable notation should be made on

_ the margin of the amendatory paper L
Officially Entered”. o
If it isto be retained in the file an amendat

“Not

[R-25]

tlons for

Rulc 121. Manner of making ammdmmta la) Fras- o
_ures, additions, insertions, or alterations of the Office
file of papers and records must notibe physically
entered by the applicant. Amendments to the applica-

tion (exeluding the claims) are made by filing 8 paper
“(which should conform to Rule 52); directing or re-
questing that specified amendm«mtﬂ be made. The ex-
act word or words to be stricken out or in«ertwl by said

_parentheses ().
“entheses to indicate canceled matter in & claim

f-responsn'e in accordance with .

- 714.23 Entry of Amendments, Direc-

«paper, even though not entered, should be given

a8 paper number and listed on ‘the file wrapper

~ with the notation “Not Enfered”. See Rule 3
~and § 714.25, for an m‘atance of a paper w}nch',

- maybe retumed o o

, 714 22 Fntrv of Amendments. Dxrec

1. The newritmg of a ciaim in this form
stmed as directmg the eancenation of the

exptession , k‘twice_

" ete. followmg the '

uer indicated for the apphcaz‘oa in pamgraph (a) of .
, ‘this rule to the extent of corrections in qpellmg, punc-
; tuax;mn and tvpogmphxcal ErTors. Additmrml amend«

in this manuer will bf‘ admitted provxded ,

changes are limited to (1) deletions and/or (
~,_‘1ddxtion of no more thnn ﬁve b

rds in any one clalm.
An;r amendment mbmxtted wit ‘;xnstructiens to amend
rticular claims but failing to conform to the. provi- '
qm of paragrapbs (b) aznd iej’ of this rule may be
idered non»responswe md t*eated accordmglv
¥ Where underlining or bmckets are intended to

2 pear in the printed’ patent or are properly part of the
- claimed material and not mremied as’ symbohc of

changes in the particular claim. amendment by rewrit--

ing in accordance wit paragraxm (b) of thxs rule shall
pmhlb'fed .

cove) In rexssue npphcatmm Kwth the de~cr1pt1ve por-

:uon dnd ‘the claims are to be amended as specxﬁed m

‘ ' “brackets” set forth' Rule 121
means,angular brackets, thus: [ 1.
ot encompass and is to be dlstmgmshed from

Any amendment using par-

rewritten under Rule 121(b) may be held non-
ule 121({c).

[R-22]

tions for, Defective

 The directions for the entry of an amend- o

ment may be defective, as, inaccuracy in the
line’ deslgnated or lack of precision where the

word to which the amendment is directed oc-
curs more than once in the specified line. If it
'tjxs ‘clear from the context what is the correct
place of entry, the amendatory paper will be

properly amended in the Examining Group,

~ and notation thereof, initialed in ink by the Ex-
aminer, who will assume full responsibility for
_ the change, will be made on the margin of the

amendatory paper. In the next Office action

 the applicant should be informed of this altera-

txon in his amendatory paper and the entry of
Kev, 25, July 1076

It does



wholly rewritten and the origi
80 that no Interlineations or deletions shall g
' ter canceled by

insertion. : 'R
 However, where a relatively sm
_ment to a previcus amendment can mads
easily without causing the amendatory matter
to be obscure or difficult :
amendment should be e

71425 Discourtesy

: f'amendmént“piesénting the cﬁiyweied,ma,

~ torney [R-25]
Rule 3. Bustness to be conducted 1
‘courtesy. Applicants and their attorne

are required to conduct their business with t e Patent
_ Office with decorum and courtesy. Papers preoented

in violation of this requirement will be submi
the Commissioner and will be returned by his

order. Complaints against examiners and other em- .
ployees must be made in communications separate

from other papers. '

be briefly reviewed by the clerk, before entry.

ous remarks appear therein.

_ If the attorney is discourteous in the rémhrks

or arguments in his amendment, either the dis-

courtesy should be entirely ignored or the

view toward its being returned.

131 [R-25]
overcome cited patent or publication. (a) When any
claim of an application is rejected on reference to a
domestic patent which substantially shows or deseribes
but does not claim the rejected invention, or on refer-
ence to a forelgn patent or to a printed publication,
and the applicant shall make onth or declaration as to
facts showing a completion of the invention in this
country before the filing date of the application on
““which the domestic patent issued, or before the date of

the foreign patent, or hefore the date of the printed

publication, then the patent or publication cited shall
not bar the grant of a patent to the applicant, unless

Rev. 25, July 197

satisfactorily explained.

y by a subsequent iy
as - Any print

av for use by the Examiner as a reference,

ollow, such small

& patent date less than one year prior to appli-
- cant’s effective filing
claim the invention.

All papers received in the Patent Office should

‘not appropriate in the following situations:

sufficiently to determine whether any discourte-

~_more than one year back of applicant’s effective
i g;“}ﬁ date. Such a reference is a “statutory

_ paper submitted to the Group Director with a

715 Swea ing Back of Reference-Affi- |
” davit or Declaration Under Rule
: : . ~ filing date of the domestic application on an
Rule 131. Afidavit or declaration of prior invention o

one year prior to the date on which the appiicstion
fladinthiscountry.

. prierto the effecti tive dauo!them afaren M Y s

@ prior to the effective date of the

r. declaration or their absence

: publication dated prior to an
applicant’s effective filing date, or any domestic

_ patent of prior filing date, which is in its dis-

_pertinent to the claimed invention, is

claims of the application. 2
~ Such a rejection may be overcome, in certain
stances noted below, by applicant’s filing of

cither basic or auxiliary, in the rejection of the

~an affidavit or declaration under Rule 131,
~ known as “swearing back” of the reference.

Affidavits or declarations under Rule 131 may
be used: S o ‘

(1) Where the date of the foreign patent or

that of the publication is less than one year
prior to applicant’s effective filing date. :
(2) Where the reference, a U.S. Patent, with

date, shows but does not

An affidavit or declaration under Rule 131 s

(1) Where reference publication date is

(2) Where the reference U.S. pa'tent'claiyms‘ '
the invention. See § 1101.02(a). e
_(3) Where reference is a foreign patent for '

the same invention to applicant or his le 1
representatives or assigns issued prior to the

application filed more than twelve months prior
to the filing date of the domestic application.

(4) Where the effective filing date of appli-
cant’s parent application or an International
Convention proved filing date is prior to the
effective date of the reference, affidavit or
declaration under Rule 131 is unnecessary be-
cause the reference is not used. See §§ 201.11 to
200115, .

(5) Where the reference is a prior U.S. pat-
ent to the same entity, claiming the same inven-
tion, the question involved is one of “double
patenting.”




(6) Whers ference is the disc!

_ s prior U.S. patent to the same party, not co-
pemh%, the I:;le'stion is one of djedxygation to
the public. .

aPould it be established that the portion of

the patent disclosure relied on as the reference

_ was intreduced into the patent application by
 amendment and as such was new ‘matter, the
__date to be overcome by the affidavit or declara-
tion is the date of the amendment. In re Willien

ot al., 1935 C.D. 229; 24 TSPQ 210.

2

Tt should be kept in mind that 1

_ing Date [R-22]

_ The effective date of a United States Patent |
_ for use as a prior art reference is not affected

in the United States

jection that is withdrawn and not the refer-
~ ence. o ey Gl -

71501 ; Réference Claims Foreigh Fxl- '

by the foreign filing date to which the patentee
may be entitled under 35 USs.C. 19. Inre

108.1

N% ; o k - 715’01(‘) &

149 USPQ 450 (CCPA
Brenner, 158 USPQ 95
reference patent is effec-

N the applicstion forit wasfiled “
s (35 U.S.C. 102(e) and
1103). Hazeltine Research, Inc. et al. v. Bren-

eCourt1965).
_ Reference a Joint Patent to
d Another

ner, 824 0.G. 8: 147 USPQ 429; 382 U.S. 252
(US.S r

715.01

claimed in a patent issued jointly to S and an-
other is claimed in a later application filed by -

-8, the joint patent is a valid reference unless

overcome by affidavit or declaration under Rule

131, Tn re Strain, 1051 C.D, 252; 89 USPQ 1565

38 CCPA 933. Disclaimer by the other patentee
should not b’éij:egiiired., But see § 201.06. :

Rev. 25, July 1970

 YWhen subject matter disclosed but not



'akhcant@mablem&abhsh

effective date of the mfemﬁoe
, the nﬁdawt or declaration un-

. : ﬂasclosum required by a patent specnﬁcw,

Zﬁ%ﬂshgu:p(})ﬁsa??;: lﬁimgff s it , ‘.,_¢, ion to furnish support for a generic claim.
by the same assignee does not d the hesesl Thaprwcaple 15 well established in chemical
sity of filing an affidavit or declaration under = 2°%% and in cases involving compositions of
common assignee does 1ot obtain matter, that the disclosure of @ species in a cited
any rights in this regard by virtue of common 't:eferelflrce is s ﬁgﬂ‘iclem‘ to prevent ? later %PP:*
~ ownership which he would not have in the ab 3{“{ bo?in lgqéag‘gg (g‘" ”;ré‘* Océmﬁm n re

sence cf common ownershxl) In re Beck et al,. ~'S¢R o {

VWhere the only pertment disclosure in, the

1946 C.D, 398; 590 O.G. 357 ; Pler('e v, W'atson,‘
125 USPQ 356. - ~ reference is a single species, which species is

~ antedated by the ‘affidavit or declaration, the
215.01 (c) Referencels Pubhcauon of _ reference is overcome. In re Stempel 1957 C.D.
i Apphcant 8 Own Invennonﬂi o |

200: 717 O.G. 886, , .
[R"22] L ; \[.uunsn TYPE (TB\CS CLAIM

U nless 1t isa statutor} bar, a rejection on . Where a claim recmng a Markush group is

o t“bh(‘“t“ﬁ nlmyd betg""g(’meg A 3; S}t“;l“’ms% ltfhgt rejected on a reference disclosing but not claim-
1t was published either by appllcant him I inga specific member of the group, the reference
in his behalf Ex parte Lemieux, 1957 C.D. 47; 350t be avoided by an affidavit or declaration
725 0.G. 4; Ex parte POWEH et al 1938 C. “under Rule 131 showmg d!ﬁ'erent members of

15; 4890G 231. ; o the gmup

CO -AUTHORSHIP i 71304 Who sz Make Aﬁidavnt or

Where the applxca.nt is one of the co-authors = =~ Dechratmn : [R-22]
of a publication, cited against his application,
he is not required to file an affidavit or declara- -\ The Inventor. :
tion under Rule 131. The publication may be  B. One of two joint inventors is dccepted
‘removed as a reference by filing a disclaiming “where suitable excuge is given for failure of the
affidavit or declaration of the other authors. Ex  other applicant to Slz‘m In re Carlson et al, 1936

jnrte Hirschler, 110 USPQ 384. ' C.D.95: 462 O.G. 47§
C. The Assignee or other party in interest

-715. 02 General Rule as to Generncr ~when it is not possible to produce the affidavit
Claims [R-22] or declaration of the inventor. Ex parte Foster.

1973 C.D.213: 105 O.G. 261.

A reference applied against generic claims
may (in most cases) be afxtedated as to such  715.05 Patent Claiming Same Inven-

(l'ums Ly an affidavit or declaration under Rule tion [R-22]
131 showing completion of the invention of only L L e
. a single species, within the genus, prior to the  When the reference in question is a patent
effective date of the reference (assuming, of  claiming the same invention as applicant and

its issue date is less than one year prior to the
filing date of the application being examined,
applicant’s remedy, if any, must be by way nf
Rule 204 instead of Rule 131. The Examiner .
should therefore take note whether the status

715.03 Practice Relative to Chemical ©f the patent as a reference is that of a PAT-
ent or a PUBLICATION. If the patent is

Cases [R-22] . O ; : oRR
claiming the same invention as the application,
In chemical cases, where geuerlc claims have  this fact should be noted in the Office action.
been rejected on a reference which discloses a  The reference patent can then be overcome only
species not antedated by the aflidavit or declara- by way of interference. Note, however, 35
tion, the rejection will not ordinarily be with-  U.S.(, 135, § 1101.02(f).

109 ' Rev. 22, Oct. 1960

course, that the reference is not a statutory bar
or a patent claiming the same invention). See,
however, § 715.03 fm })1.1rtu ¢ relative to chemi-

cal cases.



Yy
.nventxen, were maﬂo
ald state as pearly as possible
sed in m\pa.rtmg knowledge of

gfg‘;ﬁgg:ﬁ f:;, ~the invention to ;athe.m Er ;mrte Dcnovan.
e an envelop‘e prop- G
ardx?g the application - FACTS and ’roduce such documentar; evi-
; ard terferences. . g0 und exhibits in _support thereof as are
= Tu{tgll:iel;!)tiga \D. 5- 521 0.G. 523, he © - available to iﬁ%\;{ ;{éucg {aj\} %11‘{%7 ] letmn of
- . invention ™
tlg L aﬂidat;;t O;rffc;f mg:ﬁg\ ]tqottl}lg’ ence  conceptio o at a date prior to the effective
e opposing p h 3 tatements are date of the reference. Where there has not been
at the time Qt e pgg minialrg,a 051“ gl ~reduction to practice prior to the date of the
opned. See 8 1101 ang : ~ reference, the applicant must also show
: Evi- ~ diligence in the completion of his invention
i 13 07 Facts and Documemary Vi- from a time just prior to the date of the refer-
dence [3—22] , " ence continuously up to the ‘date of an actual
" reduction to practice or up to the date of filing
a’ll‘he eaaentltal tlfnng tgt‘l):nbl;,(:ént&ndga?u ‘his application {filing (ignlstxtute?a con.stmctwe P
131 1s priority of 1nve S reduction to practice. Rule 131
}170;12, 11’)0 an}t satls;fagtoa !er:"ll(;fﬁeﬁfe;%g fa d’A e(gméept&;m]of an ilnventmn, th(()lngh evi-
1100 ‘conclusion d 1 and even a
they must be shown by evidence in the fom ' n?c?(fel is vnot 3; mr;’]ﬂelﬁgxgﬁion under the '
ol weonpunying (e Bur o i i 2t o
L R 0 Pt S g
cally referred to in the affidavit or declaration, pqze;?ctoltlggire(‘[}ﬁ%sus i?E FgL%w"
in terms of what it is relied upon to show. For  {T WITH REASONABLE DILIGENCE
example, the allegations of fact might be sup- By SOME OTHER ACT, such as an actual
ported by submlttmg as ev 1dence one or more Of reduction to practice or ﬁlmi an application for
the followi - “a patent, Automatic Weighing Mach. Co. v.
5%; a:,tt,:cflgid le)liretche:; "V‘Pneum(;tlc Scale Corp., lelted 190‘)0 ) 9
attach ueprints: 39 O.G. 991. ,
(3) attached photographs: : : “Conception is the mental part of the inven-
(4) attached ’QPP"d“Ct"mS ",f 'lote})OOk _tive act, but it must be capable of proof, as by
ent{nw, od 1 : dmmngs, complete disclosure to another (Pe ey
{ g; f:?t;é‘}‘ieocllnls);:;;;)g;%l?;z s:atemuits by mt-‘ S%’_l’ e;Ll 81(} I?;gientlzaler\ %Cgii d}?:hlggi D
i S S 7, it was establis 1t con-
nelsse:,;, where verbal dlbdf)allre‘, are the evldence ~ ception is mrorelthan ahmere v aguie 1den1 of ho“1
relied upon. to solv rob t
- If the dates of the exhibits have been removed tﬁjﬁ ;xfteax"aIZtlone;:ust bec 2:;?139%;;!3?;1‘&%0@(
or blocked off, the matter of dates can be taken The facts to be established under Rule 131
care of in thp body of the oath or declaration.  ,pe similar to those to be proved in interfer-
The dates in the oath or declaration may be  onee. The difference lies in the way in which
the actual dates or, if the applicant does not  ¢he evidence is presented. If applicant disagrees
; f‘lﬁ:r" g‘ﬁi‘sﬁllg’: ht': "mf;gﬂe‘}l“t‘;’f’ 02‘;{:’;‘:%’(;"31’:‘}) : with 2 holding that the facts are insufficient to
allege tfiod d t: p overcome the rejection, his remedy is by appeal
to a specified da from the continued rejection. i

A genernl a]legmtlon that the invention was = ", |
715. 07(&) Diligence [R_'gg] o

completed prior to the date of the reference is
- not sufficient. Fx parte Saunders, 1883 C.D.
23:230.G. 1224 ' '  Where conception occurs prior to the date of
“If the applicant made sketches he shonld so  the reference, but reduction to practice is after-
‘state, and produce and describe them; if the  ward it is not enough merely to allege that ap-
sketches were made and lost, and their contents  plicant had been diligent. Ex parte Hunter,

remembered, they should be reproduced and 1889 (C.D. 218; 49 O.G. 733.
furnished in place of the originals, The same What is meant by diligenco is hrought out in
rourse should bo pursued if the disclosure was  Christie v. Seybold, 1803 C.D. 515; 64 O.G.

Rev. 22, Oct. 1960 : 116



o ng'noth

first response 'ftér final re]ectwn for the pur-
pose of overcoming a new ground of rejection or

requirement made in the final rejection is

_entered and com.zdered mﬂiout a shomng under, " ”

.. Rule 116(b).

The"'lapse of time between the completion or :
131 presented after final rejection will be consid-

reduction to practice of an invention and the
‘,,-ered unless a satisfactory snowi mg is made under

filing of an (gphcatmn thereon” (Ex parte -

Merz, 75 USPQ 296) is not relevant to a Rule
1‘31 ,ﬁida\ it or declaratlon

7 15 07(b) Interference

Sometimes Used [R-25]

'Testimon'y '

No other aﬁdaut or declamtwn under rule

ule 116{b) or 195.

Al admitted aflidavits and declarations are

acknowle d and commented upon by the
Exammer in his next succeeding action.

For affidavits or declarations nnder Rule 181
‘led after appeal see Rule 195 and § 1212,

testimony of the applicant in an interference

in lien of a Rule 131 affidav it or declaration.

of priority over the reference ~hou]d be pointed
out. Ex parte Bowyer, 1939 C.D. 5 47 USPQ

526.

Have Been Carried Ont in
This Country [R—25]

The affidavit or declaratmn must contain an
allegation that the acts relied upon to establish .
the date prior to the reference were carried out

inthis countr_?/ See 35 U.S.C. 104,

715.07(d)  Disposition of Exhnblts
[R-25]

-Exhibits, such as those filed as part of an_

affidavit or declaration under Rule 131, that are
too bulky to be placed in the app]lcatlon file are
retained in the Examining Group until the case
is finally disposed of. When the case goes to
issue (or abandonment) the exhibits are sent
to the Supply and Receiving Uhit, notation to
this effect being made on the margin of the
affidavit or declaration. See § 608. 03('1)

715.08 Passed Upon by Primary Ex-

aminer

[R-22]

The question of sufficiency of affidavits or
declarations under Rule 131 should be reviewed
and decided by a Primary Examiner.

715.09 Seasonable Presentation
[R-25]

Affidavits or declarations under Rule 131 must.
he timely presented in order to be admitted. Afli-

In p]ace of an affidavit or declamtmn the ,
- 716 Aﬂidavnts or Declarahons Travers-

~may be sometimes used to antedate a reference

The part of the testimony to form the basis

715 07(0) Acts Rehed Upon Wlust‘

mg Re;ectlons, Rule 132 [R——ZS]

Rule 132, Alfidm:is ‘or dec!aratmng : tmwrsing
grousds of rejcction. When any claim: of an application

“is reJected on reference to & domestic patent which sub-

~tantlailr shows ‘or deseribes but does not claim the
invention, or on reference to a foreign patent, or to a
printed publi catmn, or to facts within the personal
knowledge of an employee of the Oﬁiee, or ‘when re-
jected upon a mode or capability of operatlon attributed
to a reference, or because the allegeq invention is held
to be inoperutive or lacking in utility, or frivolous or in-
jurious to public health or morals, afidavits or declara-

~tions tmvercmg these references or ob:ectmm may- be

receu ed.

i \*OTE THAT RULE 132 IS NOT APPLI-

CABLE TO A REJECTION BASED ON A

U.S. PATENT WHICH CLATMS THE RE-
g JF(‘TED I\'\’ENTION S

It is ‘the rc«ponszb:ht) of the Przmar} sz-
aminer to personally review s decide whether
aflidavits or declarations stbmitted under Rule
132 for the purpose of traversing grounds of
rejection, ~re responsive to the rejection and
preent sufficient facts to overcome the rejection.

This rule sets forth the general policy of the
Office consistently followed for a long period

of time of receiving affidavit evidence tra- o

\ersmg rejections or objections, Ex parte
Grosselin, 1396 ("D, 39; 76 O.G. 1573, The enu-
meration of rejections in the rule is merely .
exemplary. All affidavits or declarations pre-
sented which do not, fall within or under other
specific rules are to be treated or consxdered as
falling under this rule,

Affidavits or declarations under Rule 132 must
be timely presented in order to be admitted.
Affidavits and declarations submitted prior to a
final rejection are considered timely.

Rev. 25, July 1970




. acknowledg

first rosponse after fine} rejection for the

pose of overcoming a new ground of rej

or requirement made in the final rejection is
entered and considered without a showing under

Rule 116(b).

+ affidavit or declaration under rule

] after firal rejection will be eon-
s id ur isfactory showing is made
under rule 116(b) or 195,

" Al admitted affidavits and declarations are

affidavits or declarations su
rule 132: ‘ i S

~ or seasonably filed to be entitled to considera-
~_tion. In re Rothermel et al., 1960 C.D. 204; 125

USPQ 328. Affidavits or declarations not timely |
‘requirements of rule 195.

 filed must meet the _
~ (2) Affidavits or declarations must set forth

- sented in the affidavits or declarations must be

. 306; 81 USPQ 390. Otherwise, the affi-
davits or declarations have no probative value.

- scrutinized closely and the facts presented
. weighed with care. The affiant’s or declarant’s
interest is a factor which may be considered,
~ but the affidavit or declaration cannot be disre-
garded solely for that reason. In re McKenna

. et al, 1953 C.D. 251; 97 USPQ 348; 203 F.2d
. 717; Bullard & Co. v. Coe, 1945 CD13, 64

USPQ 359; 147 F.2d 568.

Rule 132 affidavits or declarations may be
classified in five groups, and such affidavits or

declarations must conform, in addition, to the
established criteria and standards for the group
fall. These groups and the -

into which they
applicable standardsare:
1. ComparaTive Tests or Resvrrs

Affidavits or declarations comparing appli-
cant’s results with those of the prior art must

_ relate to the reference relied upon and not other

prior art—Blanchard v. Ooms, 1946 C.D. 22;
68 USPQ 314; 153 F.2d 651, and the com-
parison must be with disclosure identical (not

similar) with that of the reference. In re Tatin-

cloux, 1956 C.D. 102; 108 USPQ 125: 43 CCPA
722, Otherwise, the affidavits or declarations
have no probative value.
 Where the comparison is not identical with
the reference disclosure, deviations therefrom
should be explained—in re Finley, 1949 C.D.
284 : 81 USPQ 383; 36 CCPA 999 and if not ex-
plained should be noted and evaluated, and if

Rev. 25, July 1970

An affidarit or declaration presented with 8
47 CCPA 1084

, ed and commented upon by the
. Examiner in his next succeeding action,
The following criteria are agplica;blg to all
mitted under

.. .. obvious to affian
(1) Affidavits or declarations must be timely

gertinent to the rejection. In re Renstrom, 1949
D

(8) Affidavits or declarations should be

MINTNG PROCEDURES

significant. explanation should be required. In
re Armstrong, 1960 C.D. 422; 126 USPQ 281;
herwise, the saffidavits or
de-larations may be entitled to little weight.

- Where the comparison shows uix ted To-

snlts or advantages, it should be compared with
the iagp}igaﬁon

discl ‘ll smc:ang ix:gtais of the
re controlling.” Abbott v.- .
09 F.2d 419. In re Rossi, ?9%?

SPQ 479; 44 CCPA 750. Ad-

disclosed carry little or no weight
atentability. k , o

- declarations setting forth ad-
ing that despite familiarity
aimed subject matter was not
r declarants, de not afford

evidence of non- usness, where the advan-

tages relied upon are merely those which would L

result from following the teaching of the prior
art. In re Henrich, 1959 C.D. 353; 122 USPQ
383: 46 CCPA 933. Dt

facts, not merely conclusions. In re Pike et al;, 2. OpErsBILITY oF APPLICANT's DiscLostre

1950 C.D. 105; 84 USPQ 235. The facts pre-

‘Since it is the Examiner’s duty to pass upon

~the e('{){)erativeness of any invention which he is
~called v

upon to examine he is free to espress
his opinion on that question so long as he

baum, 8¢ USPQ 383. _
Affidavits or declarations attempting to show

- that the structure deemed inoperative was seen

in operation by persons who vouch for its op-
erability, are insufficient. In re Perrigo, 1931

C.D. 512, 48 F.2d 965, |
. Where the invention involved is of such a
“nature that it cannot be tested by known sci-

entific principles, theoretical arguments in af-
fidavit or declaration form are unacceptable,
and the only satisfactory manner of overcoming
the rejection is to demonstrate the operability

~bv construction and operation of the mvention.

Buck v. Ooms, 1947 C.D. 33; T2 USPQ 211; 139
F.2d 162, In re Chilowsky, 1956 C.D. 155; 108

TUSPQ 321: 43 CCPA T75.

3. INoPERABILITY oF REFERENCES

Since every patent is presumed valid (35
U.8.C. 282), and since that presumption in-
rindes the presumption of operability—Metro-

politan Eng. Co. v. Cloe, 1935 C.D. 54; 78 F.2d
199, Examiners should not express any opinion
~on the operability of a patent. Therefore af-

fidavirs or declarations attacking the operability
of a patent cited as a reference, though entitled

“to consideration, should be treated, not as con-

clusive of the factual matter presented, hut

gives reasons for his holding with clarity and
- completeness. Therefore, he need not support
- every rejection on inoperativeness with refer-
- enves, affidavits or dec]r:rations. In re Quattle-




IXAMING

opxmfm by an

137 USPQ 353:!*"0

- fproduce the pmduct or result descmbed :herem,* :
e by & mere mer
s possible to operate within = resy
' Holhngs orth, 1958 C.D. 210: 117 USPQ 182:

such presumption is not ovel
showing tha
the disclosu
product. It

thout obtaining the alleg

workers would as a matter of course, if they
do not immediately obtain desired results, make

certain. experiments and adaptatwns, within
the skill of the competent worke
ures of experimenters who have

succeeding should not be accorded

Bullard v. Coe, 1945 C.D. 13; 64 USPQ S50

In re Michalek, 1947 C.D. 458; 74 USPQ lcw :
34 CCPA 1124: In re Reid, 1900 C 4:
USPQ 478; 37 CCPA 884
Where the affidavit or declamti , apre~ented
asserts moperablht) in some features of the
patent as to which 1t was not relied upon, the
. matter is of no concern. In re Wagner, 1939
- C.D. 581: 26 CCPA 1193: 103 F.2d 414. L

operability of the process disclosed in the refer-

product is fully disclosed in the reference, the
matter is of no concern. In re Attwood, 1958
C.D. 204: 117 USPQ 184: 45 CCPA 824.

tive, it is elementary that the claims presented
by applicant must distinguish from the alleged
moperatne reference disclosure: therefore the
matter is of no concern. In re Crecelius, 1937
CC.D. 112; 24 CCPA 71%: 86 F.2d 399: In re
Perrme, 1940 C.D. 465: 27 CCPA 1127; 111
F 2d 177: Inre Crosby, 1947 C.D.35: 71 USPQ

73: 34 CCPA 701,

Af‘idaut or declaration by patentee that he

did not mtend his device to be used as claimed

by applicant is immaterial. In re Pio, 1955 C.D.
59: 104 TSPQ 177; 42 CCPA 746.

4. C 'OMMERCIAL Stccess

Affidavits or declarations submitting evidence
of commercial success can have no bearing in a
case where the patentability over the prior art
is not in doubt. In re Jewett et al, 1957 C.D.
420: 115 USPQ 134 247 F.2d 953
man. 1960 C.D. 308; 126 USPQ 56;
0%,

Affidavits or declarations showing commercial
success of a structure not related to the claimed

I n re Trout-
47 CCPA

113

OF APPLICATIONS

 be presumed also that ski ied 7
~ ration eho mg is non-pertinent.

ﬂIhe fail-

- that the dxscloeure of an application is sufficient
to one skilled in the art are not acceptable to

- of a pending application are usually not consid-
297 31 CCPA 1248.
’717 Flle Wrapper

Where the affidavit or declaration asserts in-

ence for producing the claimed product, which

Where the affidavit or declaration presented '
asserts that the reference relied upon is inopera- -

717.@1(.) :

ect matter has neither significance nor
inence. In re Kulieke, 1960 C.D. 281 193
USPQ 578: 47 CCPA 943.

Affidawy declarations attribute cmm# :
cial success to the invention “described and
clnimed” or other equivalent indefinite 1 age
huvehtt}e or no evidenciary value. In re Trout-

6{) (‘D 308 126 SPQ 56: 47 CCP.

C(‘e ss it must appear that such success
rom the invention as claimed. In re

45 CCPA 8‘3}0 Otherwise the affidavit or decla- -

5. btmcm\cr OF D1scrostre

Afﬁdm 1ts or declarahons presented to show

establish facts which the specification itself
should recite, In re Smyth, 1951 CD $49: 90 -
USPQ 106; 38 CCPA 1130. :

Aﬁidavxts or declarations purportmg to ex-
plain the disclosure or to interpret the disclosure

ered. In re Oppenauer, 1944 C.D. 587; 62 TSPQ

717 01 Papers in File Wrapper
‘ [R-22] '

Full details for processing : ﬁle wra per papers
are given in the Manual of Clerical Procedures.

: Paper:, that do not become a permanent part of

the record should not be entered on the “Con-
tents” of the file wrapper. No paper legally
entered on the “Contents™ should ever be with-
drawn or returned to applicant without specxal
authority of the Commissioner. Certain oaths
oaecuted abroad are returned but a copy i1z re-
tamed in the file, See § 604.04(a).

717. Ol(a) “Arrangement of Papers in
File Wrapper [R-25]

Until revision for allowance, the specifica-
tion, amendments and all other communications
from applicant are fastened to the left side (cen-
ter folg) of the file wrapper. They are in in-
verse chronological order; that is, the commu-
nication with the latest “Mail Room® date is on
top. A similar arrangement is followed on the
right side, where Office actions and other com.
munications from the Office are fastened. ex-
cept that the print is always kept on top for
the convenience of the Examiner.

Rev. 246, July 1670




~ section) of the file wrappe

 the

" Office is desired, it may tained ng

 with the paper a self-addressed post card iden- o
" Thed
eft side (center  Office address should not be jost sight of.

ifying the paper. See § 503.
At aliowance, on

“the printer are placed mn

' 717.01(b) Prims [R-23]

The prints of the drawixag' é;‘éﬁfastm}ed"iyh-'
side the file wrapper by the Application

apers fe(;uired by

bove entries are either typed or
ink. Such changes by amend-
of address or of attorney are

| ink by the Clerk of the Group,
| - being canceled but not

Name or | Reéiﬂeh

_ventor or Title Changed ~

11 between “residence” and Post

Section 605.04(c) explains the procedure to be

_ followed concerning sending the application to

the Assignment Branch and the . pplication

_ Branch when Applicant changes name.

Branch. A paper number is assigne by the

Clerk of the Group. Lo
~The prints shall always be kept
apers on the right of the file =
All prints and inked sketches subsec
filed to be part of the record shou
dorsed with the date of their receipt
%Zice and given their appropriate paper num-
r. : : : : i

717.02

Data Entered on File Wlfapp'ér
[R-25] 5o
. See also $8 707.10, 717.01.

If the Examiner notices an error in any of

" the data originally entered on the file
per, he should have it corrected by the

cation Branch. i
If an error is noticed in the name or ad-

dress of the assignee, it should be corrected by
the Assignment Branch. .

wrap-

Rev. 256, July 197

~ the residence. will not be ‘
For example, if a new oath gives a different
i ot

Unless specifically requested by applicant,
‘changed on the file.

residence from the original, the file w i

“be changed.

1 717.03  Classification During Examina.

‘ing Group,

tion

When a new case is received in an Examin-
the classification of the case and the
initials or name of the Examiner who will ex-
amine it or other assigned docket designation

~ are noted in pencil in the upper lefthand corner
of the drawing (first sheet) and in the des-

Appli-

notations should be kept current.

ignated spaces on the file wrapper. These
When the

application is sent to issue, the notations then

,':}ppearing on the drawing should not be erased.
Thev may be useful in classifying an incoming

continuing application to which drawings may
have been transferred and in assigning it to an -
Examiner already familiar with the subject
matter. - [




prbedl
, e preprinted series of claim numt
pearing on the file wrapper refer to the
numbers as originally

column should be used for the entry of the fi
 numbering of the allowed claims.
Independent claims shouic

number in red ink.

A line in red ink shou
number cort
originally presented.

\ e designated in
the Index of Claims by encirchng the claim

1d be drawn below the
sonding to the number of claims
Thereafter. a line in red

st

~ should be drawn thro

while the adjacent

W0

ion should be made in red ink in the
he left of the original claim number,
f the claim is rewritten a sec-
d. 17 should be changed by
king out “1” and inserting “27 above it.
As any claim is canceled a line in red ink
h its number.

17.05 Field of Search [R-18]

 In each action involving a search, the Exam-

~iner shall endorse, on the flap of the file wrap-

ink should be drawn below the number corre-
~sponding to the highest numbered claim added

by each amendment. )
(laims form opposite the number correspond-
ing to the first claim of each amendment

Just outside the Index of

there

~ should be placed the letter designating the '

amendment.

~If the claims are amenc eq
~ under Rule 121:b),

- should not be stricken from the Index of

a2 aRY fp R

: in rewritten form
b), the original claim number

initials,

Great ¢
record 15 1
plication.

~ See 201.14(c) and

_per. the classes and subclasses and publications
~ searched,

the date when the search was made
ought up to date and the Examiner's
1 entries being in BLACK INK.
e should be taken, inasmuch as this
important to the history of the ap-

71706 Forelgn Fllmg Daf:es 3 [R—-IS]

717.07 Related Applications [R-18]

The ,ﬁlé'wmpp‘er should identify earlier filed
Jated applications. See 202.02 and 202.03.
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