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" Rule 51. General requisites of an applicati

plications for patents must be made to the Commis-

sioner of Patents. A complete application comprises:
(a) A petition or request for a patent, see rule 61.

b A mwckiﬁ(varion. inciuding a claim or claims (a) '

rules 71 t0 77,
(¢). An oath ordeclaration, see rule 635, ,
{d) Drawings, when necessary, see rules 81 to 88,
(e) The prescribed filing fee,  (See rule 21 for filing
fees.) ' L

GripeLiNes ror DrarriNe A MopEr, Patent

AFPPLICATION

The following guids , pre
ferred layout and content for patent applica-
tions. These guidelines are suggested for the
applicant’s use. . S

Arrangement and Contents of the ;AS'pecyz’ﬁcatibn

The following order of arrangement is pref-

erable in framing the specification and, except
for the title of the invention, each of the Jettered
items should be preceded by the headings
indicated.
(a) Title of the Invention.
(b) Abstract of the Disclosure.
(c) Cross-References to Related A

tions (if any). 5
(d) Background of the Invention.

1, Field of the Invention,

2. Description of the Prior Art.
(¢) Summary of the Invention.
(f) Brief Description of the Drawing.
(g) Desecription of the Preferred Embodi-

ment(s). ‘
(h) Claim(s).
(a) Title of the Invention: (See Rule

72(&{.) The title of the invention should be

placed at the top of the first gya e of the specifi-

cation, It should be brief but technically

accurato and deseriptive. L
?b Abstract of the Disclosure: (See Rule

72(b), and section 608.01 (b).)

(¢) Cross-References to Related Applica-
tions: (See Rule 78 and section 201.11). '
(d) Background of the Invention: 'The
specifieation should set forth the Background
of the Invention in two parts:
(1) Field of the Invention: A statement
of the field of art to which the invention
pertains, This statement may include a

pplica-
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idelines illustrate' the pre-

“the nature an

- which the invention pertainsi
th

r of the claimed n.
iption of the Prior Art: A para-
) describing to the extent pracii-
state of the prior ar

t, including ref

art w

. cated.
(e) Summaiy

mmary or general
statement of the e

set forth in Rule

~ 73, The summary is separate and distinct from

the abstract and is directed toward the inven-

~tion rather than the disclosure as a whole, The

summary ma{ point out the advantages of the
invention or h

cated in the Background of the Invention), In
chemical cases it should point out in general
terms the utili(tly of the invention. If possible,

gist of the invention or the
inventive concept should be set forth. Objects

- of the invention should he treated briefly and

only to the extent that they contribute to an
understanding of the invention. :
(f) Brief Description of the Drawing: A
reference to and brief description of the draw-
ing(s) as set forth in Rule 74. St
(g) Description of the Preferred Embodi-
ment(s): A description of the preferred em-
bodiment (s) of the invention as required in
Rule 71. The description should be as short and
specific as is necessary to adequately and
accurately describe the invention.
Where elements or groups of elements, com-
pounds, and processes, which are conventional
and generally widely known in the field to
form a part of
the invention described and their exact nature
or type is not necessary for an understanding
and use of the invention by a person skilled in
the art, they should not be described in detail.
However, where particularly complicated sub-
ject matter is involved or where the elements,
compounds, or processes may not be commonly
or widely known in the field, the specification
should refer to another patent or readily avail-
able publication which adequately describes
the subject matter. S
(h) Claim(s): (See Rule 75.) A claim may
be typed with the various elements subdivided
in paragraph form. There may be plural inden-
tations to further segregate subcombinations
or related steps. : :
Reference characters corresponding to ele-
ments recited in the detailed description and

1 ow it solves problems previously
~existent in the prior art (and preferably indi-




vime “,he claims of hlre s
grouped together where

' and examination.

improvement type inventions. It i
sidered a combination claim an
drafted with this thought in m

In drafting claims in accordance with Rule
75(e), the preamble is to be considere! to posi-
tively and clearly include all the elements or
- steps recited therein as a part of the claimed

' combmatxon

Oath or Declamtion

should be provided.

THE APPLICATION

The petition, specification, and oath or dec-
laration must be in the English language and
must be legibly typewritten, written or printed

rmanent ink. See Rule 52 and § 608.01.

he parts of the application may be included

in a single document, and an approved single-
signature form may be used.

Determination of completeness of an appli-
cation is covered in § 506.

The petition, specification and oath or dec-
laration are secured together in a file wrapper,
bearing appropriate identifying data including
the serial number and filing date (§ 717).

I 34.1

' "‘Sas part of ,the application as filed, although it

rate species are

cies should be

e and physically
separated by drawing a line between claims or
groups of claims. ( Both of these provisions may
not be practical or possible where several species
claims depend from the same generic claim.)
Similarly, product and process claims should
be separately grouped. Such arrangements are , o
for the purpose of faclhtatmg class1ﬁcat10n 601 Petition
" The form of claim required in Rule 75 (e) is

particularly adapted for the descnptlon of
be con-

(See Rule 65.) Where one or more prevxously
filed foreign applications are cited or mentioned
in the oath or declaration, complete identifying
data, including the application or serial num-
ber as well as the country and date of filing,

| APPLICATION

1v1s1on applxc

~ Continuation applications

twns, Chapter 1600
ibit or specimen is not required

may be required 1n the: prosecutxon of the ap-
phcatmn ules 91-93, § 608.03).

Rule 59. Papera of complete applimt:on not .to e
refurned. The papers fn a complete application will
not be returned for any purpose whatever. Tf appli-

Office will furnish coples at the usual cost See rule

.. 8T for return of drawing.

See, however, § 604.04(a). [R-25]
[R-22]

Rule 61. Petition. (a) The petition must he addressed
to the Commissioner of Patents and request the grant
of a patent. The residence, and post office address of the ,
petitioner must appear in the petition if not stated else-
where .in the application. The petition need not be
separately gigned when part of and attached to the
specification and oath or declaration, otherwise it must
‘be signed by the petitioner.

(b) The power of attorney or authorization of ugent
may be incnrpomted in ‘the petition.

Petitioner's or applicant’s post office address
is discussed in § 605.03.
The petition need not be dated.

601.01 Amendment of Petmon
[R-22]

Those portions of the petition other than the
post - office address (see § 605.03) may be
amended by the attorney :

601.02 Power of Attorney or Author-
ization of Agent [R-22]

The attorney’s or agent’s full post office ad-
dress (including ZIP code number) should be
given in every power of attorney or authority
of agent. The te]ep]mne number of the attorney
or agent may also be included in the petition.
The prompt delivery of communications will
thereby be facilitated.

Usually a power of attorney or authorization
of agent is incorporated in either the petition
or single signature forn, (See $§402 and
605.04(a).

Rev, 25, July 1970
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he solicits a patent that he doeu pot know md does
' pot believe that the same was ever known or ‘used

. in the United Stntes betore his invention or discovery ,

thereof, and shall state of what country he is a citizen
. and where he resides, and wbether he is a sole or jolnt ,

inventor of the invention claimed in his application In
every original application the applicant must distinctly

state that to the best of his knowledge and belief the in-

vention has not been in public use or on sale in the
United States more than one year prior to his applica-
‘ bed in any printed publication

in any country before his invention or more than one

year prior to his application, or patented in any forelgn
country prior to the date of his application on an appli-
cation filed by himself or his legal repmsentatises or
assigns more than tweive months prior to

L any nmucatlon for patent on the ume invention hu ,
been filed .in any toreign country, eitber by himself

or. by his legal representatives or assigns. If any
such application has been filed, the applicant shall
name the country in which the earliest such application
was filed, and shall give the day, month, and year of its
fling; he shall also identify b untry and by day,
month, and year of filing, every such foreign applica-
tion filed more than twelve months before the filing of
the application in this country.

(2) This statement (1) must be subscribed to by the
applicant, and (1) must either (a) be sworn to (or
affirmed) as provided in Rule 66, or (b) include the
perzonal declaration of the applicant as prescribed in
Rule 68, See Rule 153 for deszign cases and Rule 162
for plant cases. ‘

(b) If the application is made as provlded in Rules
42, 43, or 47, the applicant shail state hls relationship
to the inventor and, upon information and belief, the
facts which the inventor is required by this rule to
state.

{(¢) An additional statement may be requlred;lf the
application has not been filed in the Patent Office within
. & reasonable time after execution of the original state-
ment.

Rule 68. Declaration in Lieu of Oath. Any docu-
ment to be filed in the Patent Office and which is re-
quired by any law, rule, or other regulation to be under
oath may be subscribed to by a written declaration with
the exception of testimony relating to interferences and
other contested cases covered by rules 271 to 286, Such

declaration may be used In lieu of the oath otherwise =

required, if, and only if, the declarant s on the same
document, warned that willful false statements and

Rev. 25, July 1970

~ Declaration.
‘ together therewith.

S tatemts or entriea yencrauy R
y matter. w hln the jurisdiction of :

sentations, or makes or uses any false writlng or docu-' :

- ment knowing the same to contaln any Talse, fictitious

or fraudulent statement or entry, shall be fined not
more than $10000 or imprisoned not more than ﬂve
years, or both.

A Rule 68 Declaration need not be ribboned
to the other pat(])ers, even if signed in a country
foreign to the United States. "'When a Declara-
tion lS used, it is unnecessary to appear before
any official in connection with the making of the
It must, however, since it is an
integral part of the agphcatxon, be maintained

ted forms for dec-
larations are located in the back portion of the
“Rules of Practice” book]et

, Keetatute, 35 U.S.C. 25, the Commissioner
has

n empowered to prescmbe instances when
a written declaration may be accepted in lieu
of the oath for “any document to be filed in the

_ Patent Office”.

The filing of a written declaration is accept-
able in lieu of an original application oath that
is informal.
The applicant must state that no forelgn ap- -
plications have been filed, if such is the case.

“If all foreign appllcatlons have been filed

within twelve months of the U.S. filing date,
he is required only to recite the first such
foreign application, and it should be clear that
the foreign application referred to is the first
filed foreign application. The applicant is
required to recite all foreign applications filed
more than twelve months prior to the U.S.
filing. Tt is desirable to give the foreign serial
number as well as the filing date of the first
filed foreign application, especially if the inven-
tor’s name will not appear in a certified copy of
said foreign application.

The single signature forms mentioned in
§ 605.04(a) includes the oath or declaration.

An oath or declaration which refers to appli-
cant as “the petitioner” need not contain
applicant’s name in the body therecof.

In the oath, the jurat must be filled out, and
the word gole” or “only” must appear if there

34.2




‘himself to be the original, { ;
 tor together with “A or A& B, etc.”as

1604.01 and Rule 66.

joint inventor together with each
inventors indicating them by name
be done by stating that i

be.’ . : i

in many states including Alabama, Louisi-

~ ana, Maryland, Massachusetts, New Jersey, New
York, Rhode Island, South Carolina and Vir-

ginia need not be impressed with a seal.

If a claim is presented for matter not orig-
inally claimed or embraced in the original

statement of invention in the specification a
supplemental oath is required. Rule 67, § 603.

602.01 Oath Cannot Be Amended
[R-25]

The wording of an oath or declaration cannot

be amended. If the wording is not correct or if

all of the required aflirmations have not been
made or if it has not been properly subscribed

to, a new oath or declaration must be required.

However, in some cases a deficiency in the oath

_ or declaration can be corrected by a supple-

mental paper and a new oath or declaration is

not necessary. ;
For example, if the oath does not set forth

evidence that the notary was acting within his

jurisdiction at the time he administered the
oath a certificate of the notary that the oath
was taken within his jurisdiction will correct
the deficiency. See §§ 602 and 604.02,

602.02 New Oath or Substitute for
Original [R-25]

In requiring a new oath or declaration, the
Examiner should always give the reason for the
requirement and call attention to the fact that
the application of which it is to form a part
must be properly identified in the body of the
new oath or declaration, preferably by giving
the serial number and the date of filing. This
is done in the first action by means of attach-
ment Form PO-152 (see & 707.07(a)). ,

Where neither the original oath or declara-
tion, nor the substitute oath or declaration is
complete in itself, but the two taken together
give all the required data, no further oath or
declaration is needed.

e 602.03 Defective Oath

owever oaths executed

. ]602;04(:)

[R-25]

In the first Office action the Examiner must

point out, making use of attachment Form PO-
152 (see §707.07(a)), every deficiency in a

' ~declaration or oath and require that the same be
~ remedied. However, when an_application is
~ otherwise ready for issue, an Examiner with

full signatory authority may waive the follow-
ing minor deficiencies:

. 1. A delay of somewhat more than five 'weéks

- plus mailing time in filing after the time
of making the declaration, or the time of
‘execution in the case of an oath.

. Residence of an applicant if a post office
address is given. , ‘ ;

. Mir}llor deficiencies in the execution of an
oath. ‘ , '

. Minor deficiencies in the body of the oath
~where the deficiencies are self-evidentl
cured in the rest of the oath, as in an oat.
of plural inventors couched in Plural terms
except for use of “sole” for “joint,” par-
ticularly where “sole inventors” is as-
serted. In re Searles, 164 USPQ 623,

If any of the above are waived, the Examiner
should write in the margin of the declaratior o
oath a notation such as “Stale date of declar -
tion (oath) waived ; application ready for issue

_ and initial. .

602.04 Foreign Executed Oath

- [R-25]
~An oath executed in a foreign country must
lég properly authenticated. See § 604 and Rule

602.04(a) Foreign Executed Oath Is
“ibboned to Other Appli-
cation Papers [R-21]

Extract from Rule 66. - (b) When the oath fs taken
before an officer in a country foreign te the United
States, all the application papers, except the drawings,
must be attached together and # ribbon passed one or
more tfmes through all the sheets of the application,
except the drawings, and the ends of said ribbon
brought together under the meal before the latter is
affixed and {mpressed, or each sheet must be impresged
with the official seal of the officer before whom the
oath is taken. If the papers as filed are not properly
ribboned or each sheet impressed with the seal, the
case will be accepted for.examination but before it
is_allowed, duplicate papers, prepared in compliance
with the foregoing sentence, must be filed.

Note that a Declaration in Lieu of Applica-
tion Qath (Rule 68) need not be ribboned to the
other papers. It must, however, be maintained
together therewith.

Rev. 25, July 1970



_and ﬁh g
be checked for

compliance with Rule 85(c 1f an unreason-
able time has elapsed, the Examiner should call
for a new oath or declaratlon hat consti-
tutes a reasonable time is a
~_ment to be determined by all t
__in the partjcular case. (Fi
of transmission in the mails was considered
reasonable under the circumstances of Ex parte
Heinze, 1919 C.D. 67; 265 O.G.
“Notice of informal Pa.tent Application” attach-

that his oath or declaration is stale.”
If no date of execution appears, a
required to file either a new oath or

: date when the oath was taken.

’ 602.05 (a) Oath or Declaration in Dl-,

vision and Continuation

Cases [R-25]

Where the date of filing the apphcatlon is
not the date that determines the statutory
twelve months’ period, as in divisional and
continuation cases, it is immaterial, so far as
concerns the acceptability of the oath or decla-
ration, how long a time intervenes between the
execution of the oath or declaration and the
filing of the application.

When a divisional application is identical
with the original application as filed, signing
and execution of the oath in the dxvmonal case
may be omitted. (See Rule 147, § 201.06.)

l'zz a streamlined continuation apphr ation, the
oath or declaration of the parent application
can be used. Therefore, signing and execution of
a new oath or declaration in the streamlined
continuation is not required. See § 201.07.

603 Supplemental Oath or Declaration
[R-25]

Rule 67. Supplemental oath or declaration for mat-
ter not originully elaimed. (a) When an applicant pre-
gents a claim for matter originally shown or deserilied
but not substantiaily cmbraced in the statement of
invention or claim originally presented, he shall file
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145). The

phcnnt s ’,
eclaration
or a certificate from the notary giving the actual

They cshould not be filed or considered as

minister oaths.
made before uny person within the United States au-
thorized by law to administer oaths, or, when made in

a supplemental oath or declmtionyr to, the effect that
the subject matter of the proposed a endment was part

_ of his invention; that he does not know and does not
:believe that the same was ever known or used before

bis invention or discovery thereof, or patented or de-
scribed in any printed publication in any country before
his invention or discovery thereof, or more than one

’,his application, or in public use or on sale

United Sta and has not been abandoned Such sup-

, plemental oath or declaration should accompany and

ment form PO-152 is used to notify aPphcant _properly identify the proposed amendment, otherwise
- the proposed amend lent nay be refused consideration.

(b) In proper ‘cases the oath or declaration here re-
quired may ‘be made on information and belief by an
applicant other than inventor

Rule 67 requires in the supplemental oath
or declaration substantially all the data called
for in Rule 65 for the original oath or declara-

_ tion. As to the purpose to be served by the sup-
. plemental oath or declaratlon, the Examiner

should bear in mind that it cannot be availed
of to introduce new matter into an application.

603.01 Supplemental Oath Filed After
Allowance ([R-25]

Since the decision in Cutter Co. v. Metro-
politan Electric Mfg. Co., 275 Fed. 158, many
supplemental oaths covering the clmms in the
case have been filed after the case is allowed.
Such oaths may be filed as a matter of right
and when received they will be placed in the
file by the Issue Branch, but their receipt will
not be acknowledged to the party filing them.

312, since they make

amendments under Ru
no change in the wording of the papers on
file See § 714.16.

604 Administration or Execution of
Oath [R-21]

Eztract From Rule 66, Oficers authorized to ad-
(2) The onth or affirmation may be




_ PARTS, FORM AND CONTENT OF APPLICATION

a foreign country, before any diplomatic or consular
officer of the United States authorized to administer
oaths, or before any officer having an official seal and
authorized to administer oaths in the foreign country
in which tbe applicant may. be, whose authority shall
be proved by a certificate of a diplomatic or consular
officer of the United States, the oath being attested
_ in all cases in this and other countries, by the proper
official seal of the officer before whom the oath

tion of thp 'oertifying officer or notary. This
may be given either in the venue or in the
bociy of the jurat. Otherwise, a new oath, or

a certificate of the notary that the oath was

affirmation is made. Such oath or affirmation shall be

valid as to execution if it complies with the laws of

the state or country where made. When the person
before whom the oath or affirmation is made in this’

country is not provided with a seal, his official charac-
ter shall be established by competent evidence, as by
a certificate from a clerk of a court of record or other
proper officer having a seal.

S‘:ae section 602.04(a) for foreign executed
oath. - .

604.01 Seal [R-21]

~ When the person 'be‘fore',w};on{ ":t’he' oath or"

affirmation is made in this country is not
vided with a seal, his official ¢
established by competent evidence, as by a cer-
tificate from a clerk of a court of record or
other proper officer having a seal, except as
noted in section 604.03(a), in which situations
no seal is necessary. When the issue concerns the
authority of the person administering the oath,
the Examiner should require proof of author-
ity. Depending on the jurisdiction, the “seal”
may be either embossed or rubber stamped. The
latter should not be confused with a stamped
legend indicating only the date of expiration of
the notary’s comm: -ion. ‘

See also section 60:2.04(a) on foreign executed
oath and seal. In some jurisdictions, the seal of
the notary is not required but the official title of
the officer must be on the oath. This applies to
Alabama, California (certain notaries), Lou-
isiana, Maryland, Massachusetts, New Jersey,
New York, Ohio, Puerto Rico, Rhode Island,
South Carolina and Virginia.

604.02 Venue [R—21]

That portion of an oath or affidavit indicat-
ing where the oath is taken is known as the
venue, Where the county and state in the
venue agree with the county and state in the
seal, no problem arises. If the venue and seal
do not correspond in county and state, the
jurisdiction of the notary must be determined
from statements by the notary appearing on the
oath, or from the listing at section 604.03,
Venue and notary jurisdiction must correspond
or the oath is improper. The oath shonld show
on its face that it was taken within the jurisdie-

me
aracter shall be -

3T

_ priate statement on the “Notice of Informal
_ checked.
604.03

en within his jurisdiction, must be required.

: x parte Delavoye, 1906 C.D. 320; 124 O.G.

626; Ex parte Irwin, 1928 C.D. 13; 367 O.G.

:'~folloi§;ing kli’anguage" may be used in an
Office action where the venue is not shown:

~ [1] The oath in this application lacks the

statement of venue. To correct this defect, ap-
plicant is required to furnish either a new
oath in proper form, identifying the applica-
tion by serial number and date of filing, or a
certificate by the officer before whom the
original oath was taken stating that he was
within his jurisdiction when he administered
that oath. , :

Where the seal and venue differ the appro-

Patent Application” form PO-152 should be

Notaries and Extent of Juris-
L diction o i

. The extent of the jurisdiction of the notaries
in the various states is given below.

COUNTY ONLY

Louisiana Texas

Mississippi
VARIABLE JURISDICTION

(See explanatory paragraphs below)

Alabama (a) Missouri (e)
Florida (b) Nebraska (a)
Hawaii (¢) Ohio (f)
Towa (d) Tennessee (g)
Kansas (e) Virginia (h

Kentucky (d) West Virginia (d)

STATEWIDE
All other states

(a) Alabama and Nebraska notaries are ap-
pointed for counties and for state at large.

(b) Florida notary commissions are cus-
tomarily for state at large but may be restricted
by commission to less than the state at large.

(¢) In Hawaii jt is generally limited to the
judicial eireuit.

(1) In Yowa, Kencucky and West Virginia it
is limited to county for which appointed, but
notary in any county may qualify and act as
notary in any othei county.

Rev. 21, July 1969



,;,f:,, (f) In.lno nl:vtin“
_appointed bytineGov )

have
- n,ppomtedpo

by a judge of the court of i
county in which he resides as quah for

“duties of official stenographic reporter of suc
state, may, however be commissioned for the
_ entirestate. The extent of ]urxsdxctlon is stated ‘
_ near the notary’s signature.
nessee notary publics commlmoned' ,

county may file in county court of any

er county and thereupon may exercise the
function of his office in such other county. In
ver, notary must attach ‘to his
nt tbat he is quahﬁed in the

t

or county for which ap
notary for city ma
tiguous thereto, an
_act in city contiguous ther
_ appointed for two Te
for the state at large.
The notary does
commission expires but if he does so state, |
oath should be mspected to determine whether
or not the notary’s commission had expired at
the date of execution of the oath. -

604.03(a) Nolarml Powers of Some, :

ry Officers

sion) Article 136: (a) The following persons
on active duty in the armed forces .
have the general powers of a notary publlc and
of a consul of the United States, in the per-

formance of all notarial acts to be executed by
members of any of the armed forces, wherever
they may be, and by other persons subject. to
this code [Umform Code of Military Justice]

outside the continental limits of the United
_ States:

(1) All judge advocates of the Army andkv

Air Force;
(2) All law specialists;
(3) All summary courts-martial;

(4) All adjutants, assistant adjutants, act-

ing adjutants, and personnel adjutants;
(5) All commanding officers of the Navy
and Coast Guard;

Rev. 21, July 1969

in county or CItV con-
otary for a count} may

ies and CItleS or '
. ' . .consular oﬂicer of the United States and whose
have to state when hls’

‘of examination. The Examiner, in

Public Law 506 ( 815t Congress, Second Ses- .
. shall

ate’d by mgula-

persons esi
d forces or by statute.
ithout seal of any such
ogether with the title

When the oath is made in a foreign country{
the authority of any officer other than a diplo-

. matic or consular officer of the ‘United States
_ authorized to administer oaths must be proved

by certificate nf a diplomatic or consular officer
of the United States. Rule 66, section 604. This
proof may be through an inter medmr; ; e.g. the

_ consul may certify as to the authority and juris- o

diction nf another official who, in turn, may cer-
» the authority and jurisdiction of the
re whom the oath is taken. =

Consul-Omlulon of : Cer- |
tlﬁeate [R—2l]

Whem the oath is taken before an oﬁioer in
a foreign country other than a diplomatic or
authority is not authenicated, the application
ertheless given a filing date for g rposes
is first
Office action. should note this informality and
require authentication of the oath by an a
propriate diplomatic or consular officer. The
following language is suggested in requiring
authenhcatlon of an oath:
1] “The oath is objected to as being informal
in that it lacks authentication by a diplomatic
or consular officer of the United States; Rule
66(a). This informality can be overcome only
by forwarding the original oath to the appm- ;
prlate officer for authentication if applicant
wishes to preserve his« -‘ginal filing date. Ap-
plicant should therefore request return of tﬁe
oath for this gurpose Such request must he
accompanied by an order for a copy of the -
oath to be retained in the file until the prop-
erly authenticated oath is returned. A fter the
oath has been authenticated, it should be re-
turned promptly to the Patent Office.”

At the time of the next Office action the
request for return of the oath, together with
the aEphoatxon file and the copy of the oath,
is submitted to the Group Director. If the
request is approved by him, the oath will be
returned to the applicant by the Examining

Group.




PARTS, FORM AND CONTENT OF APPLICATION

The filing of a declaration by the applicant

in lieu of an authentication of the original oath
_cannot be accepted since the authentication is
essential to preserve the original filing date.

604.05 Consular Fee Stamp

Al papers executed on or after June 28, 1955,
that formerly required the consular fee stamp,

are acceptable without such stamp.

38.1

| 604.06

6041.06 ’ By Attorney in Cése

The language of Rule 66 and 35 US.C.
115 is such that an attorney in the case is no
longer barred from administering the oath as
notary. The Office presumes that an attorney
acting as notary is cognizant of the extent of his
authority and jurisdiction and will not know-

Rev, 21, July 1960



by th

risdiction where the law holds
id, the proper action for the

Office. ;6 take is to strike the application since
there is in effect no proper application before

the Office and the Examiner will refer t,lw.'ﬁla

to the Soliciror’s Office to initinte such action

(Riegger +. Beierl, 1910 C.D. 12: 150 O.G.

826). See Rule 66 and § 604. [R-24)

605 Applicant [R-24]

Rule 41. Applicant for patent, (n) A putent b ;
applled for and the appliention papers must bw.
and the necessary oath or declaration expenited o)

_ actual inventor in all cases, except ns provided by roles

42,43, and 47. SBee rule 147,

(b) Unless the eontrary is indicated, the word ‘‘ap-
plicant” when used in these riles refers to the inventor,
Joint Inventors who have applied for a patent, or to
the person mentioned in rules 42, 48, or 47 who has
applied for a patent in place of the inventor,

Ezxtract from Rule 45, Joint inventors. (a) Joint
inventors must apply for.a patent jointly and each
must sign the application papers and make the re-
quired oeth or declaration; neither of them alone, nor
less than the entire number, can apply for a patent
for an invention invented by them jointly, except as
provided in rule 47, '

For convertibility from a joint to sole or sole
to joint application, see § 201.03.

Rule 46. Assigned inventions and patents. 1In case
the whole or a part interest in the invention or in the
patent to be issued is agsigned, the application must
still be made by the inventor or one of the persons
‘mentioned in rules 42, 43, or 47, However, the patent
may be issued to the assignee or jointly to the inventor
and the asgignee ag provided in rule 334,

This section concerns filing by the actual in-
ventor. If filed by other, see § 409.03.

~ Nore

Streamlined  continuation  applieation,
§201.07. Disposition of applieation by in-
ventor, § 301. Inventor dead or insane, § 409,

605.01 Applicant’s Citizenship

The statute (35 U.S.C. 115) requires an ap-
plicant to state his citizenship. Where an

39

TION

is not s citizen of any country, a

this effect is accepted as satis-

requirement ; but a state-

‘ ; , p applied for or first
papers taken out lov

the requirement.

_1n this (or any other) country does not meet

| 60502 '~Ap§li¢§iii?s Rééfdcnce ,

| [R28) ,
~Applicant’s place of residence (not to be con-
used with his Post Office address) can be fur-

nished by the attorney. In the case of an ap-

plicant who is in the U.S. Army or U.S. Navy,
n statement to that effect is sufficient as to
residence. For change of residence see
gT17.02(b). ; , .

When the post office address is supplied but
the residence is omitted, the post office address
is presumed to be the city and state of his resi-
dence. Applicant should be so notified by us-
ing language similar to that suggested on work
sheet form PO-1002, which states:

[1] “Applicant’s residence has been omitted

from the papers. The city and state of his

post office address will be presumed to be the

city and state of his residence. If the above

is incorrect, applicant should submit a state-

ment of his place of residence no later than at
_ the time of payment of the issue fee.”

If hoth the post office address and residence
are incomplete, not uniform or omitted, the

_ “Notice of Informal Patent Application” form

PO-152 should be used.

605.03 Applicant’s Post Office Address
[R-24] |

Applicant’s post office address means under
Rule 61 thar address at which he customarily
receives his mail. The post office address should
include the ZIP Code designation.

The object of requiring applicant’s post of-
fice address is to enable the gfﬁce to communi-
cate directly with the applicant if desired;
hence, the address of the attorney with in-
structions to send communications to applicant
in care of the attorney is not sufficient.

If the post office address is entirely omitted
it must be supplied by a letter over the appli-
cant’s own signature. Where, however, having
given complete data as to his residence, the
applicant identifies his post office address only
by street and number, it is assumed and so
accepted, that the city and state of his resi-
dence are the city and state of his post office
address.

Any amendment of the post office nddress re-
quires the signature of the applicant himself.

Rev. 24, Apr. 1970

king to future citizenship




Rule. 57. Signature. The app
by the applicant in person. The signature of the oath
_or declaration will be accepted as the signature to the
~ application provided the oath or declaration is attached
to and refers to the petition, specification and claim to
which it applies.  Full names must be given, including
the full first name without abbreviation, and the mid-

dle initial or name if any. .
Rule 76. Rignature to the specification. When the

~ oath or declaration is attached to and refers to the peti-
tion, specification and claim to which it applies, the
specification need not be signed. Otherwise it must
be signed by the applicant in person. =

The signing and execution by applicant

of certain Divisional and Streamlined Contin-
uation applications may be omitted. Rule 147,
§8 201.06 and 201.07. N
. ‘2'0;-2 Signature to response see §§ 714.01(a)
to (e).

605.04(a) Single Signature Form
, | [R-24]

The single signature form should be exe-
cuted only when attached to a complete appli-
cation as the last page thereof. Such forms
are shown as 16 and 16a in the List of Forms in
the Rules of Practice booklet.

605.04(b) Full First Name Required
[R-24]

All applications which disclose the full first
and last names with middle initial or name,
if any, of the applicant at any place in the
application papers will be received and con-
sxdgred as a sufficient compliance with Rules
57 and 76 of the Rules of Practice. '

When the full first name of the applicant
does not appear either in the signature or else-
where in the papers the Examiner will, in
the first official action, require an amendment
over applicant’s signature supplying the omis-
gion, and he will not pass the application to
issue until the omission has been supplied
unless a statement be filed over the applicant’s
own signature setting forth that his ful] first
name is as signed or what is in fact his full
first name.

No affidavit should be required,
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type-
25 , but the
h middle name or ini- -

faken as follows:

n ter, call attention to the
lack of uniformity and request information
over the applicant’s signature as to the correct
form of his name, together with any necessary

amendment. ‘
_If applicant, in reply, gives the name with-
out the middle name or initial unaccompanied
by any instructions to amend the typewritten
name, the reply may be interpreted as a direc-
tion to cancel the middle name or initial from

_the application. It is necessary however, that
__such surplus portion of the name, if it appears
printed on the drawing, should be removed
‘therefrom. This can be

o done by the Office
draftsman. , T
If applicant gives the name with the middle
name or initial, interpret the reply as a direc-
tion that the middle name or initial is to be
used in the name on the printed patent. As
the printer takes the name from the face of
the file wrapper, the middle name or initial
should be added thereto in red ink.
If applicant fails to answer the request and
the case is otherwise ready for issue, prepare
an Examiner’s Amendment indicating that the
name on the drawing has been corrected to
correspond with the signature or signatures.
have the Draftsman correct the drawing, and
pass the case to issue. This cannot be done if
there are inconsistencies in the signatures of the
same applicant. ‘ ,
There should be uniformity notwithstanding
that lack of it is not sufficient to affect the
validity of the patent.
When the name on the file wrapper is cor-
rected, the file shonld be sent to the Application
Branch for eorrection of its records.

605.04(c) Applicant Changes Name
[R-24]

In eases where an applicant’s name has been
changed after his application has been filed

and the applicant desires that the patent when
issued earry an endorsement as to the change
in his name, he must submit a recording fee
accompanied by either an affidavit signed with




bi,' the Clerk of

sle endorsement

~ Branch. ;
-should be sent to the I
addition of the new- nan , r i
there is already a name on the drawing.
- Where the change of name is merely by
amendment, such as the addition of a full first
name or a middle initial and no affidavit is
required, the file is sent to the Applieation
Branch for a change in their records and if
the application is assigned it will be forwarded
by the Application Branch to the Assignment
Branch for a change in assignment record.
IR-27] ‘ '

605.04(d) Applicant Unable to Write

If the applicant is unable to write, his mark
as affixed to the application must be attested
to by a witness. 1In the case of the oath, the
notary’s signature to the jurat is sufficient to
authenticate the mark. :

605.04(¢) May Use Title With Signa-
ture ;

rsible for an f’;{m)imm 0 uge a

£ other title, such as “Dr.",

The title

It is pe
title of n
in connectio
will not nppes

605.04(f) * mature on Joint Appli.
«ationg=tdrder of Names

[-21) |
It ir not essentinl that the names nppear in
the same vrder in the signatures to the petition,
specifiention, oath or deelaration, and drawing.
The order of numes of joint patentees in the
heading of the patent is taken from the order
in_which the typewritten names appenr in the
original onth or declaration accompanying the
wpplieation pnpers.  Care shonld therefore be
exercised in selecting the preferved ovder of the
typewritten names of the joint inventors, be-
ore filing, ns requests for stbsequent. shifting
of the names wonld entail changing nnmerons
records in the Office, Since the purticnlar
order in which the names appear is of no eonge-
“quence insofar ng the lmznl’ rights of the joint
applicants are concerned, no changes will be

41

e,

~_names is taken from the order in which the

cllunge _the ord:

must- gm ¥y
f record or all the

either t
t all typewritten

applicant W is s ggvste

and signed names appearing in the application

papers should be in the same order as the type-
written names in the oath or declaration. .
_In those instances where the joint applicants
file separate oaths or declarations, the order of

several oaths or declarations appear in the ap-
plication papers unless a different order is
requested at the time of filing. :

605.04(g) When Name Is Corrected,

SendtoApplication
Branch [R-24]

When the name is corrected by amendment
or the order of the names is changed, the file
should he sent to the Applieation Branch for
correction of the name in its record, When
the name is changed, see § 605.04(c).

605.04(h) Signature to Drawing
' [R-24] ‘

Rule 82. Signature to drawing.  Signatures are not
required on the drawing if it accompanies and is re-
ferred to in the other papers of the npplication, other-
wige the drawing must be gigned. The drawing may
be signed by the applicant in person or have the name
of the applicant placed thereon followed by the sig-
nature of the attorney or agent as such.

Retract fram Rule 84, Drawings. (W) Location of
gignature and names,  ‘The signature of the applicant,
or the name of the applieant and signature of the
attorney or.agent, ‘may be placed in the lower right-
hand corner of each sheet within the marginal line,
or may be placed below the lower marginal line.

The signature when placed on the drawing
shonld never cross the marginal line. The sig-
nature on the drawing must not be inconsistent
with the other signatures and typed names in
the npplication. ,gﬁoreover, it cannot include a

~middle name if the other signatures include

only a middle initial consistent therewith. It
ean, however, include initials for the first and
middle names.  Drawings filed without the in-
ventor's name thereon, will have the name
applied in pencil by the Mail Branch.

Vhen the drawing is signed by the inventor
in person the name of the attorney is not per-
mitted to appear thereon.

The drawing may be signed by the appli-
cant, attorney, or agent in person after the
drawing has been filed. The signature need
not he dated. Prohibition agninst changing
name of the attorney on drawing is discussed

Rev, 27, Jon, 1971



_is necessary. The prin
ventor w:thout a signa
and may pear, if dosx
sheet.

- 605 05 ;Admuustrator, Exeéntor; |
~' gal Representative

Inan apphcatwn ﬁled byale gal representa-

tive of the inventor, the specification should
not be written in the first person. Instead of
the usual “I have found,” the wording should
be “it was found.”

tor, see §409.01(a).
- For rosecutxon by hexrs,
- 409.01(d

For prosecutlon by representatue of lega]b |

_incapacitated inventor, see § 409.02.

For prosecution by other than mventoh see

§ 409.03.
605 05(a) Signature of Legal Repre-

sentative

If the drawmg is signed by the legal repre-
sentative it must follow this form:
, John A. Jones, deceased,
by Mary A. Jones, Administratrix.
The other signatures must either be in the
above form or:
Mary A. Jones
Administratrix of Estate of
John A. Jones, deceased,
If the drawing is signed by the attorney, this
form must be used:
John A. Jones, deceased.
by Mary A. Jones, ‘\dmlm?fmtnt
by William A. Smith, Atty.
If the specification bears the signature of the
administrator or executor but omits the matter.
“administrator of the Esfate of John Jones.
deceased.” the matter can be added by amend-
ment. The Examiner mav make the amend-
ment if the case is otherwise ready for issne.

605.06 Filing by Other Than Inventor
[R-24]
Seo § 409.03.
606 Title of Invention

Rule 72(a). The title of the invention, which should
be ax short and specific as possible, should appear as a

Rey. 27, Jan. 1971 : 492

_searching, etc.

; , chax?e the title by Examiner’s Amendment on
For prosecution by administrator or execu-

g 109, 01(a) and'

the first page of the specmcation, lt it does
se ppenr at the beginnln; of the apx)lica- e

606 01 Exammer May Reqmre Change
in Title [R-27]

Where the title is not descrxptlve of the in-

ention claimed, the Examiner should require
the substitution of a new title that is clearly
£ the invention to which the claims

This may result in shghtly;

Fer tltles, but the loss in brevity of title
will be more than offset by the gain in its
informative value in indexing, classifying.

If a satisfactory title is not

supplied by the applicant, the Examiner may

or after allowance,

If a change in title is the only change being
made by the Examiner at the time of allow-
ance a separate Examiner’s Amendment need
not be prepared. The change in title will be
incorporated in the Notice of Allowance. This
will be accomplished by placing an “X" in the
designated box on the Notice of Allowance form
and entering thereunder the title as changed by
the Examiner who should initial the face of the
file wrapper.

However, if an Examiner’s Amendment must
be prepared for other reasons any change in
title will be incorporated therein,

607 Filing Fee [R-24]

Applications filed before October 2.9, 1965,
required only a basic filing fee. That part of

‘the Fee Act, effective October 25, 1965, per-
taining to cl'ums presented after an apphc'mon

is filed, does not apply to these applications.
See § 71410,
Applications filed on or after October 25,
1965, are sub]ect to the following fees and prac-
tice:
When filing an application, a basic fee of $65
entitles applicant to present (10) claims includ-
ing not more than (1) in independent form. If
claims in excess of the above are included at
the time of filing, an additional fee of §10 is
required for each independent claim in excess
of one, and a 2 fee for each claim in excess of
ten (10) claims (whether independent or de-

pendent).

Upon submission of an amendment (whether
entered or not) aflecting the claims, payment
of the following additional fees is required in
a pending application:




The \pphcatlon Branch has been authorized
to accept all npphcatlons. otherwise acceptable,
if the basic fee of $65 is submitted, a if the
deficiency is no more than $25 of the
filing fee, and to require payment

~ ficiency within a stated pemod 1
of the deﬁmency

Rule 22. Fees payable in advance. Fees and chnrge% -

payable to the Patent Office are rmni:ed to be paid
in advance, that is, at the time of making application
for any action by the Office for which a fee or charge
is payable. ' ‘ '

the papers con-

An amendmerit ¢ nying !
lication under Rule

stituting the sep

147 canceling claims from the certified copy will | L
be effective to diminish the number of claims to

be consxdered in ca cu!atmg the filing fees to
be paid.

' 1f any, due with an

~ amendment are regmred prior 0 ¢ any conSIder- -

ation of the a' én ment by the Examiner,

Money paid in connection with the filing: of;, .

a proposed amendment will not be refunded
hy reason of the nonentrv of the amendment.

Amendments affecting the claims cannot serve
as the basis for grantmg any refund. '

Forms 51 and 52, located in the back of the
Ruie Book, may be. used as an aid in determin-
ing the lequlred fee. Copies of these forms are
available from the Correspondence and Mail
Branch and from the receptionist in the lobby
of bmldmg 3 of the Patent Office.

Amendments before the first action, or not
filed in response to an Office action, presenting
additional claims in excess of the number al-
ready paid for, not accompanied by the full ad-
ditional fee due, will not be entered in whole or
in part and applicant will be so advised. Such
amendments filed in reply to an Office action
will be regarded as not respons ereto and
the practice set forth in § 714.03 will be followed.

e additional fees, if any, due with an
amendment are calculated on the basis of the
claims (total and independent) which would be

present, if the amendment were entered. The

amendment of a claim, unless it changes a de-
dendent claim to an independent claim, and the
replacement of a claim by a claim of the same
ty;l);e do not require any additional fees.
or purposes of determining the fee due the
Patent Ofﬁ(-e, a claim will be treated as depend-
ent if it contains reference to one other claim
in the application. A claim determined to be
- dependent by this test will be entered if the
fee paid reflects this determination.
Any claim which is in dependent form but
which is so worded that it, in fact is not, as for
example it does not include every limitation of
~ the claim on which it depends, will be required
to be canceled as not being a proper dependent
claim: and cancellation of any further claim
depending on such a dependent claim will be
similarly required. The applicant may there-
upon amend the claims to place them in proper
dependent form, or may redraft them as inde-
pendent claims, upon payment of any neces-
sary additional fee,
After a requirement for restriction, non-
elected claims will be included in determining

607.01 Fee Exempt [R-22]

There were two types of Fee ‘Exempt appli
cations: (a) those filed under 35 U.S.C. 266.
repealed as of October 23, 1965 and (b) those
filed under a ruling of the Comptroller Gen-
eral’s Opinion B-111,643 also abrogated as of
the same date:

Beginning October 25, 1965, there are no
longer any applications w hich are exempt from
the filing fee or the issue fee. Applications filed
before this date without the filing fee under the
provisions previously in effect are subject to
payment of the issue fee.

607.02 Returnability of Fees

All questions pertaining to the return of fees
are referred to the Refund Unit of the Finance
Branch of the Budget and Finance Division.

‘No opinions should be expressed to attorneys or

applicants as to whether or not fees are return-
able in particular cases.

608 Disclosure[R-22]

In return for o patent, the inventor gives as
consideration a complete revelation or dis-
closure of the invention for which he seeks
protection. All amendments or claims must
find basis in the original disclosure, or they
involve new matter. Applicant may rely for
disclosure upon the specification with original
claims and drawings, all as filed complete. See
Rule 115 and § 608,04,
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cise, and exact ter

in the art or science to iny

covery appertains, or with which it is

connected, to make and use the same.
(b) The specification must set forth the

vention for which a patent is solicited

ever applicable. The
ventor of carrying out h
of an

Certain cross notes to other re "tﬁ'edkappli'c:a"

tions may be made. References to foreign ag)-
plications or to applications identified only b

the attorney’s docket number should be re-

quired to be cancelled. See Rule 78 and § 202.01.

Rule 52.  Language, gaper, writing marging,  (a)
The petition, specification, and oath or declaration must
be in the English language. All papers which are to
become a part of the permanent records of the Patent
Office must be legibly written or printed In permanent
ink. : :

(b) The specification and claims, and also papers
subsequently filed. must be plainly written on but one
side of the paper. A wide margin must be reserved on
the left-hand side and on the top of enach page and the
lines must not be crowded too closely together. Legal
paper, 8 to 8% by 1214 to 13 inches, typewritten and
double spaced with margins of one and one-half inches
on the left-hand side and top is deemed preferable.
The pages of the specification, including the claims,
should be numbered consecutively, starting with 1, the
numbers being placed in the center of the bottom mar-
gins, Typewritten or printed papers suitable for use
by the Office may be required if the papers originally
filed are not correctly, legibly and clearly written,

{e) Any Interlineation, erasure or canceliation or
other -alteration made before the application was
signed and sworn to. or declaration made, should be
clearly referred to in a marginal note or footnote on
the same sheet of paper. and initinled or signed and
datgd by the applicant to indicate such fact, (8ce
Rule 56.)

Rev. 24, Apr. 1970

f at least 1% inches
nge to prevent
the papers are

PPLICATIONS

f the patent application papers re-
i v the Patent Office are copies of the
original, ribbon copy. These are acceptable if,
in the opinion of the Office, they are legible and
; Legibility includes ability to be
ble reprints can be made. This requires
igh contrast, with black lines and a white
kground. Gray lines and/or a gray back-
1]md sharply reduce photo reproduction
quahty, ... ...
‘Applicants should make every effort to file
tent applications in a form that is clear and
roducible. The Office may accept for filing
date purposes papers of reduced quality but will
uire that acceptable copies be supplied for

further processing.

Additionally, legibility of some application
papers becomes 1m{)aired due to abrasion or

_ aging of the printed material during examina-

tion and ordinary handling of the file. It may
he necessary to require that clear, legible copies
he furnished at later stages after filing, espe-
cially when preparing for issue. ’

Typed, mimeographed, xeroprinted, multi-
ﬁranlled or good carbon copy forms of repro-

uction are acceptable provided the paper used
has a surface such that amendments may be
written thereon in ink. So-called “Easily
Erasable” paper having a special coating so
that erasures can be made more easily may not
provide a “permanent” copy. Rule 52(a). If
a light pressure of an ordinary (pencil) eraser
removes the imprint, the Examiner should, as
soon as this becomes evident, notify applicant
that it will be necessary for him to order a copy
of the sperification and claims to be made Ey
the Patent Office at his expense for incorpora-
tion in the file. It is not necessary to return
this copy to applicant for signature,

See in re Benson, 1959 C.D. 5; 744 O.G. 353,
Reproductions prepared by heat-sensitive, hec-
tographic or spirit duplication processes are
also not satisfactory.

As stated in Rule 52 the specification as well
as petition and oath or declaration must be in

the English langmage.

opied and photomicrographed so that




' The specification does not ré ui ‘
If a newly filed application obyious
disclose an invention with the cl
by 35 U.S.C
should be requi

See §702.01.
As the s returned to ap-
plicant un '
tain a line fo
_erably, having

_each

ification is

ne copy line, pref-
‘been consecutively numbered on

erations, giving the page and the line.

~ Rule 52(c) relating to interlineations andf’; -
_ other alterations is strictly enforced. See i in

,’”608 01 (b) Abstract of the Disclosure

~ re Swanberg, 129 USPQ 364.

'608 01(a) Arrangement of kAppllca-

tion [R-22]

Rule 77. Arrangemcnt of application. The. follow-
ing order of arrangement shonid be observed in fram-

ing the.application :
(a) Title of the inv ention; or.an intrndur*torv por-

tion stating the name, citizenship, and residence of the ,

applicant, and the titie of the invention muy be used.
(b) Abstract of the disclosure.

(c) Cross-references to related applications. if any. /

(d) Brief summary of the invention.
(6) Brief description of the severa! views of the
drawing, if there are drays ings,

, page. In amending, the attorney or the
. {)p]mant requests insertions, csnm latlons, or’
t

indicated.
a) Title of the Inven on. :
b Abstract of the Disclosure. -
(c) Cross-References to Related Apphca-% '
tions (if any).
(d) Background of the Inventlon
1. Field of the Invention. :
2. Description of the Prior Art.
(e) Summary of ti:e Invention.

(f) Brief Description of the memg .
(2) I)escrlptlon of the Preferred Embodl-
ment(s) '
(h) (‘laim(s)

[R-22]

Rule :72(Db). A brief nbstmct of the technical dis-
closure in the specification must be set forth immedi-
ately following the title and preceding the disclosure
in a separate pnmgmph under the heading “Abstract
of the Disclosure”. 'The purpose of the abstract is to
enable the Patent Office and the public generally. to
determine quie kly from a cursory inspection the nature
and gist of the technical disclovure and the abstract

' shall not be used  for interpreting the scope of the

claims.

In all cases which lack an abstract, the
Exammer in the first Office action should re-

Rev. 24, Apr. 1970




med  be given as well as ti , [he
unds are of the class of alkyl benzene sul-

ion for
nt a

. anAl Discl Rule 72(b). =
" The content of a pate%ract ,shm)ﬂd” be

_ such as to enable the reader thereof, regardless

 of his degree of familiarity with patent docu-
to in quickly the character of the

vered the technical dis-
d include that which is new
thich the invention pertains.
, is not intended nor designed for
use in interpreting the scope or meaning of the
claims, Rule 72(b). o «

Content

A patent abstract isa concise statement of the
technical disclosure of the patent and should
include that which is new in the art to which the
invention pertains. .

1f the patent is of 2 basic nature, the entire
technical disclosure may be new in the art, and

the abstract should be directed to the entire

disclosure.

If the patent is in the nature of an improve-

ment in an old apparatus, process, product, or
composition, the abstract should include the
technical disclosure of the improvement.
" In certain patents, particularly those for com-
pounds and compositions, wherein the process
for making and/or the use thercof are not
obvious, the abstract should set forth a process
for making and/or a use thereof.

1f the new technical disclosure involves modi-
fications or alternatives, the abstract should

 306-679 0—00—3

. for com

legsl phraseology often used in A
such as “means” and “said,” shou d be avoided.
‘The abstract should sufficiently describe the dis-
closure to assist readers in deciding whether
 there is a need for consulting the

4) if a mixture,
H rocess, the steps.
anical an
t be given.
arly to chemical patents,
; ompositions, the gener
nature of the compound or ion shou
as the use thereof, e.g.,

fonyl uress, useful as oral antidisbetics.”
Exemplification of a species could be illustra-
tive of members of the class. For processes, the

ty m&g:ion, reagents and process conditions

tated, generally illustrated by a
ample unless variations are necessary.

- Languageandﬁ'omm e
~ The abstract should be in narrative form and
, ?{nemlly limited to 2 singlicgar’?grg h within
t .. 1he

form and

e range of 50 to 250 wo! [
tent claims,

: J1 patent
text for details. , .
The language should be clear and concise and
should not repeat _information given in the
title. It should avoid using phrases which can
be implied, such as, “This disclosure concerns,”
“The disclosure defined by this invention,”

«“This disclosure describes,” etc.
 Responsibility

Preparation of the abstract is the responsibil-
ity of the applicant. Background knowledge of
the art and an appreciation of the applicant’s
contribution to the art are most important in
the preparation of the abstract, The review of
the abstract, for compliance with these guide-
lines, with any necessary editing and revision
on allowance of the application 1s the responsi-
bility of the Examiner.

Sample Abstracts

A heart valve with an annular valve body de-
fining an orifice and having a plurality of struts
forming o pair of cages on opposite sides of the
orifice. A spherical closure member is captively

Rev. 22, Oct. 1960
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overlapping
made fr
thin
at opposite su

ture of the air at the

The duraiion of application of heat is made so

brief, by a corresponding high rate of advance
of the voxes through the air stream, ~
coating on the reverse side of the panel:

substantially non-tacky.
O iately after heating with

surface poind

heated air of that

wint. Uns \ he heat applied
to soften the the ing is dissipated
after complet by absorp
the board actin ;
for cooling de e .

Amides are produced by reacting an ester of
a carboxylic acid wit ine, using as cata-
lyst an alkoxide of an alkali metal. The ester
is first heated to at least 75° C. under a pressure
of no more than 500 mm. of mercury to remove
moisture and acid gases which would prevent
the reaction, and then converted to an amide

without heating to initiate the reaction.

608.01(c) Backgronnd of the Inven-
~ tion [R-21]

The Background of the Invention ordinarily
comprises two parts:

(lﬁ)e Field of the Invention: A statement of
the field of art to which the invention pertains.
This statement may include a paraphrasing of
the applicable U.S. patent classifieation defini-
tions. The statement should be directed to the
sub%ect matter of the claimed invention.

(2) Description of the Prior Art: A para-
escribing to the extent practical the
rior art known to the applicant,
rences to specific prior art where
Where applicable, the problems
which are solved b
should be indicated.

graph(s) d
state of the ’p
including refe
appropriate.
involved in the prior art,
the applicant’s invention,
See also section 608.01(a).

Rev. 22, Oct. 1960

tion into

‘ preparation for issue, section 1302.

*‘:Smoé the purpose of
invention ic to apprise i

'913:;' those mzqrgsted;;mflhﬁ P‘*“’t

y _ to which the invent tes, of the
mat d ~ the invention, the , ¢
rected at the surfaces to be bonded, the tempera-
int of impact on the sur-
faces being above the char point of the board.

tradistinction e gend wb‘_lld

be equally applicable to numerous preceding

patents. 'That is, the subject matter of the in-
vention should be descril _in one or more
clear, concise sentences or paragraphs. Stereo-
typed general statements that “would fit one
case as well as another serve ns. useful pue?osa
and may well be required to be canceled as

surplusage‘,fﬁnil; in the absence of any illumi- |

nating statement, replaced by statements that

are directly in poin applicable exclusively
The bri v, if properly written to
set out the exact
of the invention will be of material assistance
in aiding ready understanding of the patent
in future searches. See section 905.04. The brief
summary should be more than a mere state-
ment of the objects of the invention, which
statement is also permissible under Rule 73.
The brief summary of invention should be
consistent with the subject matter of the
claims. Note final review of application and

608.01(e) Reservation Clauseks’ Not
, Permitted '

Rule 19. Reservation clauses not permitied. A res-
ervation for a future appiication of subject matter dis-

not be permitted in the pending application, but &an
application disclosing unelaimed gubject matier mMBY
contaln a reference to a later filed application of the

same npplicant or owned by a common assignee dis-

closing and claiming that subject matter.

Rule 4. Rdferem ] dfawmgc. Yvhen there are

drawings, there shall be a brief description of the

re, operation and purpose

closed but not claimed in a pending application will

608.01(f) Brief Description of Draw.
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e of Opers -ation of In-
~ vention [R-21] |
 The best mode devised by the inventor of
. uumerais (preferably the latter). carrying out s invention must be st forth
L Teiminer shoul o3 in description. Current pra ice is to ac-
e et the rief da | el a0 Spersilye smamele ss sufficien o mest
,scri;’t tion of the drawing, that all section lines "ﬂf”fnrgg:'mr?gfnmt" complete data necessary
19 are referred to, and that all needed sec-  for the preparation and use of at least one ex-
' . Norr.—Completeness, section 608.01(p).

608.01(g) Detailed Description of In- ¢80 (i) Claims [R-22]

vention [R-22] , : : :

: ~ £ s : f Rule 75. Claim(s). (a) The specification must cou-

. AT 4 R s ; clude with & claim particularly pointing out and dis-

A fietmled description of the invention an d tinctly claiming the subject matter which the applicant
dm“:mgs fono‘." the ggngml statement o.f m: regards as hig invention or discovery. o

vention and brief description of the drawings. (b) More than one claim may be presented provided

This detailed description, required by Rule 71, they differ substantially from each other and are not

section 608.01, must be in such particularity as  unduly muitiplied. ‘ ,
is presented, they

" to enable any person skilled in the pertinent art (¢) When more than one claim
may be placed in dependent form in ‘which a claim

or science to make and use the invention without dent
involving extensive experimentation. An ap-  may refer back to and further restrict a single preced-
plicant is ordinarily permitted to use his own ing claim. Claims in dependent form shall be con-
terminology, as long as it can be understood.  strued tote:lﬂ;l“det all ﬂ‘f t“ﬂ:;?;’ms d?t“:eic"“m
: i 4 . incorpora y reference into ependent claim.
Neemary rammainl comstions Bovers, """ S o oyt vt
must be remembere d that an examin ation is invention as set forth in the remainder of the specifica-
. tion and the terms and phrases used in the claims must
not made for the purpose of securing gram-  qng clear support or antecedent basis in the descrip-
matical perfectlon. tion so that the meaning of the terms in the claims may
Tlge rgfgrenpe characters must be prope.rly “be ascertainable by reference to the description.
applied, no single reference character being (2) See rules 141 to 147 as to claiming different
used for two different parts or for a given part  inventions in one application. o
_and a modification of such part. In the latter (e) Where the nature of the case admits, as in the
_case, the reference character, applied to the case of an improvement, any independent claim should
“given part,” with a prime affixed may advan- coz.xtain"in the following order, (1) a preamble com-
tageously be applied to the modification. prising a general description of all the elements or:
Every feature speciﬁed in the claims must be steps of the claimed combination which are conven-
illustrated, but there should be no superfluous tional or known, (2) a pbrase such as “wherelp the
illustrations. . , : improvement comprises,” and (8) those elements, steps

il s - and/or relationships which constitute that portion of
The descrip‘ionisa dictionary for the claims the claimed combination which the applicant considers

and should p..vide clear support or antecedent 4 the new or improved portion.

basis for all terms used in the claims.
Note
Numbering of Claims, § 608.01(j).

Rule 75, sections 608.01(i), 608.01(o0), and
Form of Claims, § 608.01(m).

1302.01.
Nore—Completeness, section 608.01( p).

46.1
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.- the -highest numbe
(whether entered or ,
ready for allowance, a
number the claims consec! ,
they appear or in such order as may have been re-

_ quested by applicant. :
In a single claim case
bered. ¢

n the application
 if necessary, w

608.01(k) Statutory Requirement of

R-22]

35 U.S.C. 112 requires that the dpplicant
imll particularly point out and distinctly

k laim the subject matter which he regards as

vention. The portion of the application
in which he does this forms the claim or
claims, This is an important part of the ap-
plication, as it is the definition of that for

which protection is granted.

© 608.01(1) Original Claims

In establishing a ,diSclos“txx?e', applicant 1xlnay"

rely not only on the specification and drawing
as filed but also on the original claims if their
content justifies it. 7 ;,
Where subject matter not shown in the draw-
ing or descﬁ{)ed in the specification is claimed
in the case as filed, and such original claim
itself constitutes a clear disclosure of this sub-
ject matter, then the claim should be treated on
its merits, and requirement made to amend the
drawing and specification to show this subject
matter. The claim should not be attacked
either by objection or rejection because this
subject matter is lacking in the drawing and
specification. Tt is the drawing and specifica-
tion that are defective; not the claim.
It is of course to be understood that this dis-
closure in the claim must be sufficiently specific
and detailed to support the necessary amend-
ment of the drawing and specification.

608.01(m) Form of Claims [R-22]

While there is no set statutory form for
claims. the present Office practice is to insist
that each claim must be the object of a sen-

~ pense may pre
complex claim formats.

itively in the order i'nk,'w'hich ;

_ ments in the claim

: clalm is ‘“°’t num- ‘however, should be enclosed within parentheses

608.01

: e) claim” (or the

time of allowance, the

not present, it is inserted

aim'gegiins'witha'capit&
iod, Periodsm

or related steps. In_

t copies will follow =

ing difficulties or ox-
duplication of unduly

Reference characters comspopdi_rig, to_ele-
ments recited in the detailed description and the

. drawings may be used in conjunction with the =

recitation of the same element or group of ele-
_The reference characters,

so as to avoid confusion with other numbers or
characters which may appear in the claims.

The use of reference characters is to be consid-
: efefi as having no effect on the scope of the
Loelaums. ' ‘ :

Many of the difficulties encountered in the
prosecution of patent applications after final
rejection may be alleviated if each applicant
includes, at the time of filing or no later than the
first response, claims varying from the broadest
to which he believes he is entitled to the most
detailed that he is willing to accept.

Claims should preferably be arranged in or-
der of scope so that the first claim presented is
the broadest. Where separate species are
claimed, the claims of like species should be
grouped together where possible and physically
separated by drawing a line between claims or
groups of claims. (Both of these provisions
may not be practical or possible where several
species claims depend from the same generic
claim.) Similarly, product and process claims
should be separately grouped. Such arrange-
ments are for the purpose of facilitating classi-
fication and examination.

The form of claim required in Rule 75(e) is
particularly adapted for the description of im-
provement type inventions. It is to be con-
sidered a combination claim. The preamble of
this form of claim is considered to positively
and clearly include all the elements or steps re-
cited therein as a part of the claimed combina-
tion.

See Rejections not based on Prior Art
$706.03. 2 ,

608.01(n) Dependent Claims [R-22]

“Rule 75(c), reads as follows:
When more than one claim is presented, they may
be placed in dependent form in which a claim may refer

Rev. 22, Oct. 1960




ic of a P
shall inciude eve

“for example,
of elements 2. 0, 2/ an

replaced by ¢ would not be a proper dependent
claim, even though it placed further limitations

on the remaining elements or added still other

clements. o
The fact that a dependent claim whi

ch is oth-

or be separately classified from the claim on
which it depends would not render it an im-
proper dependent claim, although it might
~ result in o requirement for restriction. L
- The fact that the independent and d?endent
claims are in different statutory classes aoes not
in itseif, render the latter improper. i
~ claim 1 recites a specific product, a claim for the

method of making the product of claim1inn
particalar manner would be a proper dependent

claim sines it could not be infringed without in-
fringing claim 1. Similarly, if claim 1 recites a
method of making a product, a claim fora rod-
uct made by the method of claim 1 could be a
yroper dependent claim.  On the other hand
1f claim 1 recites a method of making a specifiec

1 would not be a proper dependent claim if the
product might be made in other ways. ‘Note,

|
}
|
‘ , Rev. 22, Oct. 1969

e claims. Tt is also alternative.
 However.

othex preceding claim.
preceding independent claim. Th

"oper de-

d d, a claim reciting the

ctructnre of claim 1 in which d was omitted or

obj
“allowable.

erwise proper might require 2 separate search

product, » claim to the product set forth in claim

R
‘refer back

For example,

isguises the

mber of claims, since it is

, ality two
ries of dependent claims is per-
missible i
preceding ¢
A claim which depends from
claim should not be separate: :
claim which does not also degznu from said
“dependent” claim. It should b » kept in mind
that a dependent claim may refer back to any
ese are the
only restrictions with respect to the sequence of

 claims and, in general, applicant’s sequence .
- should not be changed. See 608.01(j).

G REJ}:CTION' AND 'Omzc';fxq.\f e
If the base claim has been cancelled, a claim
which is directly or indirectly dependent thereon

should be rejected as incomplete. If the base
claim is rejected, the dependent claim should be

ccted to rather than rejected, i £ it is otherwise

Esaminers are reminded that a dependent
claim is directed to a combination including
everything recited in the base claim and what is

 recifed in the dependent claim. Tt is this com-
bination that must be compared with the prior

art, exactly as if it were presented as one inde-

pendent claim. . ,
Dependent claims should be carefully checked -

. when claims are renumbered (Rule 126).
Thus, 1f e ~

608.61(0) Basis for Claim Terminol-
' ‘ in Description
[R-22]

' The meaning of every term used in any of
the claims should be apparent from the de-
seriptive portion of the specification with clear
disclosure as to its import, and in mechanical

enses it should be identified in the descriptive
portion of the specification by reference to the

_drawing, designating the part or parts therein

laim referstoa

separated therefrom by any i




~or in add
- duced that dc
~ The use of a
_ the same thing ‘not be permit
New claims and amendments to the
, already in the case should be scrutin
- only for new matter but also for new terminol-
 ogy. While an applicant is not limited to the
nomenclature u in the application as fil
yet whenever by amendment of his claims, he
depart
[ f his specification so_
pport or antecede
ppearing in the clai
) : r to insure certainty
~ struing the claims in the light of the spec
__ tion. Ex parte Kotler 1901 C.D. 62:
See Rule 75, sections 608.01(i’

| 608.01(p) Completeness [R-22]

_ Newly filed appficationé obviously faiiihg to
disclose an invention with the clarity required
ction 702.01. L

n application, to be com-

~ plete, must contain such description and details
as to enable any person skilled in the art or

_ science to which the invention pertains to make

and use the invention,
While the prior art setting may be men-
tioned in general terms, the essential novelty,
the essence of the invention, must be described
in such details, including proportions and tech-
niques where necessary, as to enable those per-
sons skilled in the art to make and utilize the
invention. : .

Sgeciﬁc operative embodiments or examples
of the invention must be set forth. Examples
and description should be of sufficient scope as
to justify the scope of the claims. Markush

claims must be provided with support in the

disclosure for each member of the Markush
group. Where the constitution and formula of
. chemieal compound is stated only as a proba-
bility or speculation, the disclosure is not suffi-
cient to support claims identifying the com-
pound by such composition or formula.

A complete disclosure should include a state-
ment of utility. This usually presents no prob-
lem in mechanical cases. In chemical cases,
varying degrees of specificity are required.

48.1

therefrom, he should make appro Sie

95 0.G.

' n to provide
ling of applications disclosing
) iaceutical utility. They are in-
tended to guide patent Examiners and patent
2 for utility statements.
'hey deal with fundamental questions and are
subject to revision and amendment if future
case law indicates this to be necessary.
~ The following two basic principles shall be
followed in considering matters relating to the

: “adeq;xa%gfdisclosure of utility in drug cases:

(a same basic principles of patent law
which apply in the field of chemical arts shall

___be applicable to ,druﬁ, and y
_ (2) The Patent Office shall confine its exam-
_ination of disclosure of utility to the applica-
_tion of patent law principles, recognizing that
_ other agencies of the Government have been

assigned the responsibility of assuring con-

 formance to the standards established by statute

f(f)rdthe advertisement, use, sale or distribution

O 2 G

A drug is defined by 21 U.S.C. 821(g)
- The term “drug” means (A) articles

“recognized in the official United States

~ Pharmacopeia, official Homeopathic Phar-
macopeia of the United States, or official -

to any of them; and (B) articles intended
for use in the diagnosis, cure, mitigation,
treatment, or prevention of disease 1n man
or other animals; and (C) articles (other
than food) intended to affect the structure
or any function of the body of man or other
animals; and (D) articles intended for use
as a component of any articles specified in
clause (A), (B), or (C); but does not
include devices or their components, parts,
or accessories.
In addition, compositions adapted to be applied
to or used by human beings, e.g., cosmetics,
dentifrices, mouthwashes, etc., may be treated
in the same manner as drugs subject to the con-
ditions stated. '
An{- proof of a stated utility or safety re-
quired pursuant to these guidelines may be
tn re Krimmel, 48 CCPA 1118, 202 F.2 948, 130 USP

2153 In re Hartop et al., 60 CCPA 780, 311 F.2d 249, 13!
USPQ 419,

Rev. 22, Oct. 196D
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ek ¥
372(b) ) nece
In accordance wi ‘ pri
forth above, the fol (i) 1re;
followed in exa
the drug field w
ing to utility.

ning paten
regard to disclosu

Utility must be definite and in currently
prther investi-
gation or research but comme al availability

available form,® not merely for
~ isnot necessary. Mgtjvfe assertions such as l‘ﬂ T3
_ peutic agents,”? *“for pharmaceutical pur-

) * ¢ “hiological activity,’ “intermedi-

 preparations are ; insufficient.
' ~ 1f the ascerted lity of a compound is
__ believable on its face to persons gkilled in the
_art in view of the contemporary knowledge in
‘the art, then the b ) is upon the Examiner
to give adequate support for rejections for lack
of utility under this section.” On the other hand,
ineredible statements® or statements deemed
unlikely to be correct by one skilled in ‘
art® in view of the contemporary know
in the art will require adequate proof on the
part of applicants for patents.

Proof of utility under this section may be
established by clinical or in zizo or in vitro
data, or combinations of these, which would be
convincing to those skilled in the art.’ More
particularly, if the utility relied on is directed

#0lely to the t 1

reatment of humans, evidence of
utility, if required, must generally be clinical
evidence,! although animal tests may be ade-
quate where the art would accept these as
appropriately correlated with human utility.:*

2 Brenner v. Manson, 353 U.8. 519, 143 USPQ 689,

sCf. In re Lorenz et al., 49 CCPA 1227, 205 ¥.24 K75, 134
18P0 312 of, Ex parte Brockmann et al., 127.USPQ 57.

I ye Iedrich, 56 CCPA 1355, 318 F.24 946, 13% UBPQ

12%, L

ST re Kirk et al., 54 CCPA 1119, 153 USPQ 4% Ex partec
Lanham, 136 USPQ 106,

s In re Joly et al., 54 CCPA 1150, 153 USPQ 45: In re Kirk
ot al., 54 CCPA 1119 : 153 USPQ 4%,

7 I re Qazave, 54 COPA 1524, 154 U SP% 02,

t1n re Citron, 51 CCPA 852,325 ¥.2d 244, 130 USD 516:
in re Oberweger, 28 CCPA 748, 115 P.2d 826, 47 UBPQ 455
Lr parte Moore ¢t al., 128 UBPQ &,

' re Ruskin, 53 CCPA 872 3534 ¥.24 305, 148 UKPQ 227 ¢
In re Pottier, 54 CCPA 1293, 153 Wﬂ’%‘m: In re Novak
ot al.; 49 CCPA 1283, 306 F.24 924, 134 UBPO 335, Ber alrn,
In re Trons, 62 CCPA 938, 240 F.2d 974,144 URPQ 351,

1 15 ve Trons, 52 CCPA 53%. 340 F .24 024, 144 USPQ 531
I,’:'tgarte Paselinll, AR USPQ 131 Ez parte Pennell ¢t al., 89
UEPQ 56 : Ez parte Ferguaon, 117 U8PQ 229 Ex pavte Tim-
mia, 123 VAP0 581,

i fiz parts Timmis, 123 USPQ 581
12 Y re Hartop el al., 50 COEPA 7RO, 311 10240 249, 135
USP( 410 Ex parte Murphy, 134 U4arQ 124,

Rev, 22, Oct. 106D 4892

_the dm :
establishes a reasonable probability of safety.

ates” ¢ and for making further unspecified
- A mere sta

ble from a knowledge of
uch as laxatives, antacids an
reparations, require little or n

conditi

effective not ,
ment.’* Proof of safety shall be required only
in those cases where adequate reasons can be
advanced by the Examiner for believing that
is unsafe, and shall be accepted if it

35 U80.112

, nt of utility for pharmaco-
logical or chemotherapeutic purposes may raise
a question of compliance with Section 112, g ar-
ticularly “. . . as to enable any person skilled
in the art to which it pertains . . . to use the
same.” If the statement of utility contains
within it a connotation of how to use, and/or
the art recognizes that standard modes of
administration are contemplated, Section 112 is
satisfied.” 1 the use disclosed is of such nature
that the art is unaware of successful treatments
with chemically analogous compounds, a more
complete statement of how to use must be sup-
plied than if such analogy were not resent.’’
Tt is not necessary to specify the dosage or
method of use if it is obvious to one skilled in
the art that such information could be obtained
without undue experimentation.”

With respect to the adequacy of disclosure
that a claimed genus possesses an asserted
utility representative examples together with
a statement applicable to the genus as a whole
will ordinari{;- be sufficient if it would be
deemed likely by one skilled in the art, in view
of contemporary knowledge in the art, that the
claimed genus  would possess the asserted

%O, Blicke v. Trrues, 44 CCPA 753, 241 F.2d 718, 112
UKPO 472 In re Arimmel, 48 CCPA 1116, 202 .24 48,7130

UKPQ 215 In ! Diodeon, 48 CCT'A 1125, 202 F.24 943, 130
VSPO 224 In re Iitehings, 52 CCPA 1141, 342 F.2d 80, 144

USPg 647,

1 I'n re Rergel et al, 45 CCPA 1102, 202, .24 953, 13¢
URPO 206 ; Ex parte Melvin, 155 Uﬂ!’g 47,

14 Loy parte Harrigon ct al, 120 USPQ 172 Ex parte Lawin,
140 USPQ 70, o

Wi re Hartop et al, 50 CCPA T80, 211 F.24 240, 135
USPO 419, ;

1 Cf, In re Johnson, 48 CCPA 733, 282 ».2d4 870, 127
18P0 216 ; In re Hitchinga ot al., 52 CCI'A 1141, 342 F.24 20,
144 USPQ 637, - Co

1 In ye Mourea et al, 52 CCPA 13063 545 .20 50h, 145
UKPQ 482 In re Brhmidt et al., 64 CCPA 10?7, 153 UBPO

0640,




'8 complete d
los 8¢ ] a] may be cancelled by
_amendment and the same material substit

helon, by reference to a patent or & pending and -

‘case of mixtares ~i1\clli(iiﬂg drag as  monly owned allowed application in which the

ient, or mixtures whicl drugs, or  issue fee has been paid. The amendment must

1 ) ating a specifi ition with a1 anied by an affidavit or declaration
1g, whether old or new, ific example: ect by the applicant or his attorney or
should ordinarily be set fo vhich should  agent of record stating that the material can-
include the organism treated. In appropriate  celled he application is the same material
_cases, such an example may be inferred from  that has been incorporated by reference.
the disclosure taken as a whole and/or the If an application incorporates essential ma-
knowledge in the art (e.g., gargle). o terial by reference to a U.S. patent or a pending
Where the claimed compounds are capable  and commenly owned allowed U.S. application
_ of several different utilities and one use is ade-  for which the issue fee has been paid, applicant
quately described in accordance with these  will be required prior to examination to furnish
guidelines, additional utilities will be investi-  the Patent Office with a copy of the referenced
gated for compliance with Sections 101 and 112 material together with an affidavit or declara-
only if not believable on their face to those of  tion executed by the applicant or his attorney or
ordinary skill in the art in view of the con-  agent of record stating that the copy consists of
temporary knowledge of the art. Failure to  the same material incorporated by reference in
meet these standards may result in a require-  the referencing application. However, if a soft
ment to cancel such additional utilities.® copy of a U.S. patent is furnished, no affidavit
L : or declaration is required. =~
- IncorrorsTioN By REFERENCE If an application incorporates essential ma-
Anapplication for a patent may incorporate terial by reference to a pending and gommox.ﬂ?'
“essential material” by reference to (1) a United owned application other than one in issue with
States patent, or (2) an allowed U.S. applica-  the fee paid, applicant will he .requxred prior to
tion, subject to the conditions set forth below.  examination to amend the disclosure of the
“Essential material” is defined as that which is  referencing application to include the material
necessary to (1) support the claims, or (2} for incorporated by reference. The amendment must
adequate disclosnure of the invention (35 1".8.C.  be accompanied by an affidavit or declaration
112). “Essential material” may not be incerpo- executed by the applicant or his attorney or
rated by reference to (1) patents issued by 2;;')-' agent of record stating that the amendatory
eign countries, to (2} nonpatent publications, or material consists of t.he same material incorpo-
to (3) a patent or application which itself in- rated Dy reference in the referencing appli-
corporates “essential material” by reference. cation. L .
Nonessential subject matter may be ineor- The filing dz}te of any application wherein
porated by reference to (1) patents issued by essential material is incorporated by reference
the United States or foreign countries, (2) prior  to a foreign patent or to a publication will not
filed, commonly owned U.S. applications or (3) . be affected because of the presence of such refer-
nonpatent publications, for purposes of indicat-  ence. In such a case, as well as any other case
ing the background of the invention or illustrat-  which_is not entitled to incorporate essential
ing the state of the art. material by reference, the applicant will be re-
The referencing ,qppli(_-ation must include (1) quired to amend the diselosure to include the
an abstract, (2) a brief summary of the inven-  material incorporated by reference. The amend-
tion, (3) an identification of the referenced  ment must he accompanied by an affidavit or
patent or application. (4) at least one view in ‘];'-"15“’"“0" executudfl)y “'91 “Pl"l}("‘m’e] or }}13
. attorney or agent of record, stating that the
7 Inre Opprnauer, 31 CCLA R LA R 90 2T R2  wmendatory material consists of the same ma-

297: In re Cuvallits’ rt al,”§5 CCPA 711,262 F 20 257 121
8PQ 202: In re Cavellity ef al, 4R COPA 720, 252 F 24 282 teria] incorporated by reference in the referenc-

1
127 V4P 208 In re Schmidl, 4% COPA 1140, 203 F.24 274,
120 USPQ 404 | In re Caraliity, 46 COPA 1325, 208 F.24 505, ing applieation
} :’{éipgﬁ?!; 37,0: In,rr. ?fur’rex{', '3;44(;{;!;;}* ﬂiﬂ?mﬂ’"; %%dqz}«:g. p!;;'l ’i‘{ ". : ] lieati b
; ¢ In ve Lund et al., 54 CU 261,158 U8 25. jlanee 1pon. copending a ca
» Fp {mrhe Lanham, 121 I'SI"O 223 Br purtcyjhmre trialf, . enan ‘ pon a €op - .pp ‘. 1on Dy &
128 TSPQ K In e Citron, 51 CCPA 852 325 P20 24= 126 different inventor may not ordinarily be made

TRPG 516 In ve f L 51 Ce | 325 F.24 1615, : '
T QAN g re Gottlich et al, 51 CCPA 1114, 328 F.22 1418 f4r the purpose of completing the disclosure.
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arising from the desig-

ndamarka and trade

Rule 185, Substitute specification. 1f the number or
nature of the amendments shall render it difficult to
consider the case, or to arrange the papers for printing

or copylng, the examiner may require the entire spec!-
fication or claims, or any part thereof, to be rewritten
A substitute specification will ordinarily not be
cepted unless it has been required by the examiner.

The speciﬁcation is sometimes in such faul

'English that a new gpecification is necessary,
 Parts of an incomplete

but new specifications cumber the record and

 require additional reading, and hence should

not be required or accepted except in extreme

“A substitute specification that has not been
required, and is not needed, is not entered. See
§71420. e
" New matter in amendment, see & 608.04.
~ Application prepared for issue, see § 1302.02.

608.01(r)

Derogatory Remarks
About Prior Art in Speci-
, fieation :

The applicant may refer to the general state
of the art and the advance thereover made by
his invention, but he is not permitted to make
derogatory remarks concerning the inventions

of others. =

ture application of

ut not claimed in a

ill not be permitted in

n. Rule 79, § 608.01(e).
ification cannot be transferred

‘t"o?,ar_lothéy application, except to a streamlined e
continuation application (see §201.07), draw-
_ings may be transferred from a prior applica-

tion to a later case by the same Inventor, note
g2 608.02(i) to 608.02(k). el
Use of Form 1 ly;?"FViled In-
complete Application

608.01 (n)
-  [R-26]

, application which
have been retained by the Office may be used as
part of a_complete ag;)]icatiohxif the missing
parts are later supplied. See §§ 506 and 506.01.

Trademarksand 'Names
Used in Trade [R-26]

608.01(v)

The expressions “trademarks” and “names

used in trade” as used below have the fqllow'-

ing meanings: ..
Trademark: a word, letter, symbol or device
adopted bg one manufacturer or merchant and
u&tj ‘to identify and distinguish his product
from those of others. It is a proprietary word
pointing distinctly to the product of one pro-
ducer. , i O
Names Used in Trade: a nonproprietary
name by which an article or product is known

Rev. 26, Ozt. 1970
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’I‘he Ememer should not

the product it identities is sometimes mdeﬁmte,
uncertain and arbitrary. The formula or char-
acteristics of the product may change from
and yet it may continue to be sold

element or mgredlent of the
product should be set forth in positive, exact,

intelligible langnage. so that there will be no.
uncertainty as to what is meant. Arbitrary

trademarks which are liable to mean different  us
things at the pleasure of manufacturers do not

_constitute such language.

However, if the product to which the trade-
mark refers is otherwise set forth in such lan-
guage that its identity is clear the Examiners
are authorized to permit the use of the trade-
mark if it is distinguished from common de-

itlve nouns by capitalization. If the trade-
mark has a fized and definite meaning it con-
stitutes sufficient identification unless some
physical or chemical characteristic of the article
or material is involved in the invention. In that
event as also in those cases where the trademark
has no fized and definite meaning. identification
by scientific or other explanatory language is
necessary.

The matter of sufficiency of dwvlosure must
be decided on an individual case by case basis.
In re Metcalfe and Lowe, 161 U‘;IXQ 789 869
0.G. 691.

Where the identification of a trademark is
introduced by amendment it must be restricted
to the chamctenmm of the product known at
the time the application was filed to avoid any
question of new matter.

If proper identification of the product sold
under a trademark, or a product referred to
only by a name used in trade, is omitted from
the specification and such identification is
deemed necessary under the principles set forth

49

mark

. r same trademark. In patent specifi-
~ cations, eve

& permissible in tpai:ent ap-

ietary nature of the marks

, and every effort made to

eir use in any manner which might
affect their validity as trademar

permit the use of

iguage such as “the product X (a descrip-

tive name) commonly known as Y (trade-

since such language does not bring

_the lat & trade

; ould be avouled as well
of a trademark coupled with the
s i.e, “Band-Aid type bandage
e owner of : ,
in the gpecification,

- Examiners should send a copy of all trade-
mark misuse complaint letters to the ed!tor of
this manual.

See appendix I for a partial hstmg of trade-
marks and the partlcular goods to which they

apply.
608.02 Drawmg
85U0.8.0. 118 Drau-fngs When the nature of the case

[R-21]

j admits, the applicant shail furnish a drawing.

‘Rule 81. Dyawings required The applicant for pat
ent is required by statnte to fornish a drawing of his
invention whenever the nature of the crge admits of
it; this drawing must be filled with the application.
Iustrations facilitating an understanding of the in-
vention (for example, flow gheets in cases of processes,
and diagrammatic views) may also be furnished in
the same manner ag drawings and may be required by
the Office when considered necessary or desirable.

Rule 84. 8tandards for drawings. The complete draw-
ing iz printed and published when the patent issues,
and a copy is attached to the patent, This work Iz done
by the photolithographic process, the sheets of draw-
Ings helng reduced about one-third in size, In addition,
a reduction of a selected portion of the drawings of

‘each appleation is published in the Officlal Gagette.

It Is therefore necessary for these and other reasons

Rev. 28, Oct. 1970
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clean, sharp, and mud and ﬁne or crowded

lines should be avoided. Solid black should not be used
for sectional or surface shading, Freehand work. stbould

be avoided wherever it is possible to do so.

(d)y Hatehing and skading. (1) Hatching should bek,

made by oblique parallel Iineg;,; which may be not less
than about one-twentieth inch apart.

(2y Heavy lines on the shade side of objects should
be used except where they tend to thicken the work
and obscure reference characters. The light should

eome from the upper lefthand corner at an angle of

45°, Surface delineations should be shown by proper

shading, which should be open.
(¢ Beale. The scale to which a drawing is made

ought 16 be large enough te show the mechanism with-
ont erowding when the drawing fs reduced In repro-
duction, and views of portions of the mechanism on a
larger seale should be used when necessary to show
detalls clearly; two or more sheets should be used if
one does not give sufficient room to accomplizh this end,
but the number of sheets should not be more than is
necessary,

(1) Reference characters. The dmm'ent views ﬁhould
be consecutively numbered figures, Reference numerals
{and letters, but pumerals are preferred) must be
plain, legible and carefully mrméd, and not be encir-
cled. They should, {f possible, measure at least one-

Rev. 21, July 1089

_‘ures az mAay be necessary to show the invention; the
figures should be consecutivoly numbered if possible

s, lcycndc. ‘Graphical drawing >ymbols4
' representatlons may be used tor con-

may -be required, in proper c ¢ ;how direction of
movement. The lettering shoul be as Jarge as, or
larger than. the prence chamctem ,

by Location of sipnaturc and namea The signature
of the applicant or the name of the applicant and signa-
ture of the gttorney or agent, may be placed in the
lower right-hand corner of each -heet within the mar-
ginal liue, or may be placed below the lower marginal

line.
(i) Views. The drawing must contain as many fig-

in the order in which they appear. The figures may be
plan, elevation, aection, or perspective views, and de-
tail views of portions or elements, on a larger scale if
necessary. may also be used. Exploded views, with the
separated parts of the same fignre embraced by a
bracket. to show the relationship or order of assembly
of varinus. parts are permissible, When necessary, a
view of 2 large machine or device {n its entirety may
be broken and extended over several sheets If there
ig no loss in facility of understanding the view (the
different parts shonld be identiflied by the same figure
number but followed by the letters, a, b. c. ete,, for each
part). The plane upon which a sectional view is taken
should be indicated on the general view by a broken
line, the ends of which should be designated by numer-
als corresponding to the figure number of the sectional
view and have arrows applied to indicate the direction
in which the view is taken. A moved position may be
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in an upright position. One figure must not be

p!ace@i!fnmn another or within the outline of another.

g(k) Figure for Oficial Gezette. The drawing should,
as far as possible, be 8o pPlanned that one of the views

_ will be suitable for publication in the Official Gazotte

as the {ilnstration of the invention. :
: (1) Extrancous matter. An agent's or attorney’s
stamp, or address, or other extranecns matter, will not

be permitted. upon the face of a drawing, within or.

without the marginal line, except that the title of the
invention and identifying indicia, to distinguish from
other dmﬂngs filed at the same time, may be placed
below the lower margin, L e

(m) Transmission of drawings. Drawings transmit-
ted to the Office should be sent fiat. protected by a
sheet of beavy binder's board, or may be rolled for
transmisison in a suitable mailing tabe : but must never
be folded. If recelved creased or mutilated, new dmw-
" ings will be required. (See rule 132 for design draw-
ings, 165 for plant drawings, and 174 for relssue
drawings.) ' ‘

Rule 86. Draftaman to make drawings. . (a) Appli-
cants are advised to eraploy competent draftsmen to
make their drawings. s

(b) The Office may furnish the drawings at the ap-
plicant’s expense as promptly as its draftsmen can
make them, for applicants who canonot otherwise con-
venjently procure them. (See rule 21.) :

A booklet “Guide for Parent Draftsmen” is
available from the Superintendent of Docu-
ments, U.S. Government Printing Office, Wash-
ington, D.C. 20402, price 30 cents,
 Design patent drawings, Rule 152, section

1503.02. ‘

Plant patent drawings. Rule 165, section 1606,

Reissue  applieation  drawings, sections
60%.02 (k) and 140105,

Each sheet of drawing must bear the “Ap-
proved” stamp of the Drafrsan before the
application is allowed.

The Record Section of the Patent Reference
Branch has charge of the drawings in patented
cases.  Canceled sheets, however, are not re-

ﬁox‘ formal Bristol board drawings.

ed case), does not obviate the need

Ordi-
narily, prints of the original formal drawings
will suffice for
608.02(b).

Apmc;gno&s Fne Wrrsoor Drawrscs

Applications filed without drawing are ini-

tially inspected to determine whether or net

a drawing, under the statute, is necessary be-
fore the applicant can be given a filing date.
Doubitful cases are referred to the Group

- Director for decision as to the need for such a

o1

drawing. It has long been the practice to
accept a process case (that is, a case having
onli process or method claims) which is filed
without n drawing., The same practice has been
followed in composition cases. Other situa-
tions where drawings are usually not consid-
ered essential for a E]ing date are: '
I. Coated articles or products. Where the
invention resides solely in coating or impreg-
nating a conventional sheet, e.g., paper or
cloth, or an article of known and conventional
character with a particular composition. the
application containing claims to the coated or
impregnated sheet or article, unless significant.
details of structure or arrangement are in-
volved in the article claims.

I1. Articles made from a particular mate-
rial or composition. Where the invention con-
sists in making an article of a particular mate-
rial or composition, unless significant details
of structure or arrangement are involved in
the article claims.

II1. Laminated structures. Where the
claimed invention involves only laminations of
sheets (and coatings) of specified material un-
less signifieant details of structure or arrange-
ment (other than the mere order of the layers)
are involved in the article claims.

IV. Awrticles, apparatus or systems wherr
sole distinguishing feature is presence of a par-
tirular material,  "Where the invention resides
solely in the use of a particular material in an

Rev. 21, July 1060

_examination. See section




nt places the
‘allowance, except for the
ting to the drawing.
‘ermination that there

o sketch and

 theuse of a particular fluid.
TLLUSTRATION SusequENTLY REQUIRED

_ The ncceptance of an application Lo
drawing does not preclude the Examiner from . . 0

requiring an illustration in the form of a  Clearly, photographs are not drawin -
drawing under the second sentence of Rule 81. Photographs are not acceptable for a filing

In requiring such s drawing, the Examiner date nor for any pu  except as exhibits
should clearly indicate that the requirement  unless they come within the special categories
is made under the second sentence of Rule 81.  set forth in the paragraph immediat,eldy, below.
and be careful not to state that he is doing ~ Photolithographs of photographs and photo-
s0 “because the nature of the case admits” of  graphs mounted on proper size Bristol board
a drawing, as that might give rise to an erro-  are never acceptable. See In re Taggart et al.,
neous impression as to the completeness of the 1957 C.D. 6; 725 0.G. 397 and In re Myers,
a.p;;}ication‘ ‘when filed. Examiners making 1959 C.D. 2; 738 O.G. 47. :
such requirements are to specifically require, as : v
& part of the applicant’s next response, at least

 Paorosraras

SpecIAL CATEGORIES

The Patent Office is willing to accept black
and white photographs or photomicrographs
(not photolithographs or other reproductions
of photographs) printed on sensitized paper in
lieu of India ink drawings, to illustrate inven-

an ink sketch or permanent print of anv draw-
ing proposed in response to the requirement,
even though no allowable subject matter is yet
indicated. This will afford the Examiner an
early opportunity to determinee the sufficiency
of the illustration and the absence of new mat-

Rev. 21, July 1969 52



- ?ﬁlicﬁticns ,

Such photographs to
made or photographic paps
lowing characteristics which ar
ognized in the photographic t :

weight paper with a surface described as
smooth ; tint, white. ' ‘

che event that any of the following tio
‘made by the Draftsman appear in the Exam-

 objection(s) can be waived instead of

If the drawings are informal, but may be

admitted for examination pur,

the Drafts-

man indicates on 3-part form. PO-948, what the -

~ informalities are and whether they can be cor-

rected or whether new drawings are required.
In either case the drawings are accepted as satis-

fying the requirements of Rule 51. The draw-

ings, after being microfilmed, are then returned
to the Application Branch to which Branch
form PO-948 is also sent for insertion in the
appropriate application. ,

Nornrnxd APPLICANT

The Examiners are directed to advise the

~applicants (see § 707.07(a)) in the first Office
action of the conditions which render the draw-
ing informal, and when indicated, that such
drawings ean be corrected so as to be acceptable,
but will not, in any case, require new drawings
because of their execution unless the necessity
therefor shall have been indicated by the
Draftsman.

As soon as allowable subject matter is found.
the requirement for new drawings should be
insisted upon. Before writing the action, the
Draftsman should be consulted to ascertain if,
at that time, the new drawing could be prepared
by the Patent Office on request and, if so, the

estimate of cost should be included in the action. |

Otherwise, the action should state:

“Applicant is advised to employ the serv-

ices of a competent patent draftsman out-
- gide the Office, ns the Drafting Branch of
the Patent Office does not have the facilities
at the present time, for preparing new
drawings”.
This procedure, by avoiding a fruitless request
to have the Drafting Branch prepare the new
drawing, will promote earlier issuance of the
patent.

53

cepted by App

asrlexl edcertam Oftheﬁne

wing “especially in
ns filed pi January 1965, the
xaminer should inspect the drawm‘i and, in
jections
iner’s opinion to be of a waivable nature, should
consult the Draftsman to ascertain whether the

applicant to make correction :
{1) Leadlinestoolong.
(2) Heavy shade linesrequired.

~ (3) Hatching required.

{4) Lines rough and blurred. N
(5) Pale lines (if the prints indicate the lines

reproduce sufficiently).

(6) Poor paper (if drawing is otherwise

ceptable). :

The following objections if made by the
Draftsman must be corrected and cannot be
waived: .

{1) Space for heading required.

(2) Ink drawings required.

(3) Paper undersize.

(4) Signature on wrong end of sheet.
(5) Insufficient margin.

{8) Borderline not in ink.

ApprmioNaL ILLUSTRATION

If there is only one figure, it should not be

designated “Fig. 1.” The Examiner may re-
uire additional drawings for the purpose of

illustrating the disclosure.

When a necessary additional illustration is
small and may be added to the drawings on
file. an additional sheet of drawing should not
be required, but the Examiner will ask that the
proposed illustration be shown in a sketch,
which showing will be transferred to one of the
sheers of the drawings. =~ :

For the handling of additional, duplicate. or
substitute drawings, see § 608.02(h). [R-~25]

608.02(a) New Drawing——When Re-
quired [R-25] '

ProtorrINTS A8 Drawings

To expedite filing, applicants sometimes sub-
mit as)plications with Phoboprints in lieu of
forma dmwinfzs. Such applications are ac-

ication Branch for filing only,
provided the photoprints are readable and re-
producible. Applicant is notified on form let-
ter POL~1094 that formal drawings, in com-
Plianc& with rule 84, together with a comparison
e of ten dollare, are required within two

Rev. 25, July 1870




 Examiner compares ,
amines the application. .
New applications with photoprin

~ drawings are identified by a p?nk “Special R.

© in another view, so much only of the old structure as

84 tag on the file wrapper. ,
The Draftsman is the judge of drawings, as
to the execution of the same, and the arrange-

ment of the views thereon, while the Examiner
is the judge as to the sufficiency of the showing.

The drawings, upon receipt of an application
are sent from the . plication ancﬁ to be i1-

spected by the Draftsman. If satisfactory, he
stamps on each sheet “Approved by Drafts- v

man.” See also § 608.02.

608.02(b) Informal Drawings [R-
Rule 85. Informal drawings. The requirements of
rule 84 relating to drawings will be strictly enforced.
A drawing not executed in conformity thereto may be

" admitted for purpose of examination, but in such case

the drawing must be corrected or a new one furnished,

as required. The necessary corrections will be made
by the Office upon applicant’s request and at his ex-
pense.  (See rule 21.) ,

In instances where the drawing is such that

corrections, applicant is informed of the reasons
why the drawing is objected to, and that the
- drawing is admitted for examination purposes
only (see § 707.07(2)). To be fully responsive,
an amendment must include a request for draw-

allowable subject matter. See Rule 111(b).

608.02(¢) 'Drlwings or Print Kept in
Examining Group

The photocopies of the drawin%s must a]wa’vs
be kept on top of the papers on the right of the
file wrapper so as to be visible upon opening
the wrapper and easily detached. This photo-
copy (or “print”) is placed in the drawing
cabinet when the corresponding drawing is re-
moved during prosecution.

No application should he sent to issue or to
the Abandoned Files Unit unless the original
drawing, if any, accompanies it.

Rev. 25, July 1970

the prosecution can be carried on without the

ing corrections when there is an indication of

[R-25]

. Rule 83. Content of drawing. (a) The drawing must
show every feature of the invention specified in the
claims. However, conventional features disclosed in the

 description and claims, where their detailed fllustration

i8 not essentia) for a proper understanding of the inven-

_tion, should be illustrated in the drawing in the form of

a graphical drawing symbol or a 1abeled representation
(e.g. a labeled rectangular box). ; ;
(b) When the invention consists of an

_ on an old machine the drawing must when possiblo

exhibit, in one or more views, the improved portion
itself, disconnected from the old structure, and also

will suffice to show the connection of the invention
therewith. '

“Likewise, any structural detail that is of
sufficient importance to be described should be
shown in the drawing, (Ex parte Good, 1911
C.D. 43; 164 O.G. 739.) |

608.02(e) Examiner Determines
Completeness of Drawings

The Examiner should see to it that the fig-
ures are correctly described in the brief de-
scription of the specification and that the
reference characters are properly applied, no
single reference character being used for two
different parts or for a given part and a modi-
fication of such part. Every feature covered
by the claims must be illustrated, but there
should be no superfluous illustrations.

608.02(f) Modifications in Drawings

Modifications may not be shown in broken
lines on figures which show in solid lines
another forin of the invention. Ex parte

Badger, 1901 C.D. 195; 97 O.G. 1596.

All modifications described must be illus-
trated, or the text canceled. (Ex parte Peck,
1901 C.D. 136; 96 O.G. 2409.) This require-
ment does not apply to a mere reference to

minor variations nor to well-known and con-

ventional parts.

608;02(5) IMustration of Prior Art

Figures showing the prior art are usually un-
necessary and should be canceled. Ex parte
Elliott, 1904 C.D. 103; 109 O.G. 1337. How-
ever, where needed to nunderstand applicant’s
invention, they may be retained if designated
by a legend such as Py Art.”




the Examiner the applicant is notified
drawings have not been received.
~ Additional and substitute drawings are routed
__through the Drafting Branch where any defects
in execution will be noted. If there are none, -
they will be stamped, “APPROVED BY
DRAFTSMAN”. When such drawings are
considered by the Examiner, it should be kept
in mind that the “APPROVED” stamp applies
only to the size and quality of paper, lines rou
and blurred and other details of execution. The
Examiner should not overlook such factors as
new matter, the necessity for the additional
sheets and consistency with other sheets. Clerks
will routinely “enter” all additional and sub-
stitute sheets on the file wrapper. 1f the Exam-
iner decides that the sheets should not be
_ entered, applicant is so informed, %vmg,the
reasons. e entries made by the Clerk will
“be marked “(N.E.)". f )
If an additional sheet of drawing is con-
sidered unnecessary and the original drawing
requires alterations which are taken care of in
the proffered additional sheet, the latter may
be used in lieu of the usual sketch required in
making the correction of the original drawing.
For return of drawing, see § 608.02(y).

608.02(i) Transfer of Drawings From
- Prior Applications [R-
25] e

Rule 88. Use of old drawings. If the drawings of a
new application are to be identical with the drawings
of a previous application of the applicant on file in
the Office, or with part of such drawings, the old draw-
ings or any shects thereof may be used if the prior
application is, or is about to be, abandoned, or if the
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 Transferof all deings froma ﬁist
a8
ot

- Application Branch i

~ necessa

~ drawings from any app

_sent to the Abandoned Files Unit.

eets be uedarecanceled in the pﬂoi 'appuéa-,'
new application must be accompanied by a

_ letter requesting the transfer of the drawing, which
_ should '

e completely identitied. .
ansf , Yénding
plication to another will be made only after
e first application has been abandoned. ,

 NewLY SUBMITTED APPLICATION

The transfer of drawings to newly submitted

' applications that have not been forwarded to

the Examining Grou¥ will be effected by the
the applicatien js other-
wise entitled to receive a filing date. ', ¢ trans-
fer of the drawings between applieatio s under
Rule 88 is processed in the Examining Groups
if the later filed application has been forwarded
to the Examining Group. A new application
filed without drawings but having a request for
transfer of drawings from a pending applica-
tion must be accompanied by a written dgclara-
tion of abandonment under Rule 138. 1In order
to insure copendency, such an abandonment may
be worded as to become effective only after the

_transfer of the drawings has taken place. The

continuing application is given the date of the
abandonment of the parent application. Since
the drawings will transferred from the
earlier application to the new application as of
the filing date of the new a.pylhcation, it 1s not
to submit or order photoprints for the

new application. : :
The above practice as;plies to transfer of
ication except where

aid, in which case an

the issue fee has been

- express abandonment (Rule 138) must be filed

together with a showing why the propesed ac-
tion was not taken earlier. e Rule 313.

- The name of the attorney on the drawing
being transferred is not changed. See
§ 608.02(u).

'When an application becomes a patent, any
canceled sheet of drawing then in the case is
Such can-
celed sheet is available for applicant’s use in
another application directed to its subject
matter. It follows that, except as provide({ in
Rule 174, drawings printed in a patent may not
be transferred to a subsequent case.

Rev. 25, July 1970




ation, if the
’ S)ertaining

case, the canceled sheet or
‘,m'\v be thhdmwn 'md

608 02(k), Transfer of Dl'awlngs to’,‘*

[R-23]

In a reissue application, the prmts of the
, m‘xgm-\l or patented dmwmg may be nced for

Relssue

o

%

~ for 1ssue, prmnded

drawing.

'nme of issue of the original patent.

P
 change
much as the priming of a refe

. or correction of an obvious error, i
~ the drawing. If
~ whatsoev

-Ain the drawing, a new d
the reissne must he filed. Ll
If there is more than one sheet of ongm.ﬂ
mqmred change on any sheet will
preclude the use of the original drawings which
must be kept in the condition emetmg at the
See

401,05,

Transfer of the drawing is made as set forth
in 2 60%.02(1), notation thereof being entered on
rhp hle W lpp('l of the or m'nml application.
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ion, given
p of the pa-

kep  of |
wrapper, see

ide o the

1l pi?irzts' and inked sketches subsequently
ed to be part of the record are endorsed with
_ the date of their receipt in the Office and given
_ their appropriate paper number.

~The print being thus an official paper in the
record should not be marked or in any way
altered. The Bristol beard drawing, of course,
should not be marked up by the Examiner.
Where. as in an electrical wiring case, it is
desirable, to identify the various circuits by
different colors, or in any more or less com-
plex case, it is advantageous to apply legends.
arrows or other indicia, an additional print for
such use should be ordered by the Examiner
and placed unofficially in the file.
Prints remain in the file at all times except

as provided in § 608.02(c). '

608.02(11) | Dauplicate Prints in Patent-
' ' ‘g:i.lity Report Cases [R-

In Patentability Report cases having draw-
ings, the Examiner to whom the case is as-
signed obtains a duplicate set of prints of
the drawing for filing in the Group to which
the case is referred.

When a case that has had Patentability Re-
port prosecution, is passed for issue or becomes
abandoned, notifieation of this fact is given
by the Group having jurisdiction of the case
to each Group that submitted a P, R. The
Examiner of each such reporting Group notes
the date of allowance or abandonment on his
duplicate set of prints. At such time as these
prints become of no value to the reporting
Group, they may be destroyed. o

608.02(0) Dates Entered on Drawing

The Mail Branch stamp and the “Corrected”
stamp applied by the Drafting Branch are im-
pressed on the back of the drawings.

Rev, 23, Jan. 1970 56

of the drawings of a

, ranch. Un r current practice, the
Clerk of the Examining Group does NOT

5 enter any date when the case is

by

val of the Drafting B
egend associated with
1....Sub....” stamp on the
canceled sheet. ' ,
Correction of D
[R-23]

Rule 128. Amendments to the drawing. (a) No
change in the drawing may be made except by permis-

strrction shown in any drawing may be made only by
the Office. A sketch in permanent ink showing pro-
posed changes, to become part of the record, must be
filed. The paper requesting amendments to the draw-
ing should be separate from other papers. The draw-
ing may not be withdrawn from the Office except for

signature. f .
(b) Substitute drawings will not ordinarily be ad-

mitted in any case unless required by the Office.

Xu'n:.-—-Correvﬁm is deferrable, see § 608.C
{b). correction at allowance and issue, sc&
5 60A02( 1) and 130205, ;

A canceled figure may be reinstated. An

~amendment should be made to the spcecifieation

adding the brief deseription if a cancelod figure
is reinstated, , i
608.02(q) Conditions Precedent to
Amendment of Drawing
. [R-23]

Correction and alterations in the disclosure
;l)‘ending application may

be made only under the supervision of, or by
the Chief Draftsman. e

No alterations 2s above indicated will be
rermitted unless required by an Examiner’s
etter in each case, or proposed in writing by
applicant or his attorney. In either case the
aﬁemtions or corrections as indicated in the
sketches filed after the requirement by the
Examiner, or with the request of the applicant
or his attorney receive the written approval
of the Examiner before the case is sent to the
Chief Draftsman.

Nore.~—Disposition of Orders for Amend-
ment of Drawing, § 608.02(x).

sion of the Office. Permissible changes in the con-~ g




Any request by the applicant

_ Any request by the aj ,
of the drawing to cure defects must be em-

bodied in a seperate letter to the Chief Drafts-

man. Otherwise the case, unless in other respec
" ready for issue, wi
~Examiner to the israftin
cant will: be so advised
~ the Examiner. o ”
Nore—Changes which may require
$608.02(v). : ‘ T

608.02(s) Estimating’,(lost of Coii'ectQ
ing Drawings [R-23]
Files and drawin’l/"”, sent from the Examin-

ing Group to the Draftsman for estimating
the cost of correcting the drawing or of mak-

ing new ydrawinf' will be retained by the
on

Draftsman only |
cost of the work., :
If the Examiner approves of a proposed

gz enough to estimate the

correction of a drawing for which an estimate

is requested he will note his approval on the
order for the estimate, attach the order to the
outside of the file and have the Docket Clerk
of the Group forward the file and drawing
to the Draftsman. The Draftsman will note
the estimate on the order and also on the
drawing. 1f the application is not up for ac-

Applicant. If the application is up for action
the Draftsman does not send an estimate, but
the Examiner should include the estimate in
the next action,

When giving an estimate in a case where no
allowable subject matter has been found the
Examiner should inform the applicant that no
correction will be made until a claim is found
to be allowable. If specifically requested by
the applicant, the drawing will be corrected
whether or not a claim iz allowable.

If an application is ready for allowance ex-
cept for a correction required by the Official

Draftsman, such as in a case where the lines

are rough and blurred, the Examiner will ascer-

tain (by ealling Ext. 3227) whether or not the .

attorney in the case has a Deposit Aecount, Tf
there is no such account, the Examiner will
obtain an estimate of the cost of this work from
the Draftsman even thangh applieant has not
requested  such an estimate,  Including  the
estimate in the final requirement for corree-
tion of the drawing may wvoid prolonging the
prosecution.

amendment - Cancelation of one or m

tion the Draftsman sends the estimate to the attorneys su

figures which do

7 entire sheeis of the drawings is

in the Examining Group who
ilfsglegend.wi‘tlfx red i

c \
per” and the date of t
the cancelation or the da te sh
are filed should be written within the
red line. Cancelation of an entire sheet of draw-
ings is done by stamping the words “CANCEL
per” in the top rigilt corner of the drawing
within the marginal line. ‘

When the cancelation of some of the figures
from  one sheet of drawings has left the re-
maining figures with an inartistic arrangement,
the Chief Draftsmen should be consulted as to
whether the remaining figures should be trans-

ferred to other sheets already in the case or

shown in additional drawings. Cancelation of
-~ a figure may necessitate renumbering of the

remaining figures,

608.02(u) Changing Name of ’Attor-
ney on Drawing Forbidden

[R-23]

Writing upon tle drawings the names of
quently appointed, so as to
make it appear that their names were present
when the drawings were originally filed, is
prohibited. '

This prohibition applies also where a draw-
ing is transferred from one case to another
having a different attorney.

608.02( v) Drawing Changes Which
Require Sketches [R-23]

When changes are to be made in the drawing
itself, other than mere changes in reference
characters, designations of figures, or inking
over lines pale and rough, a print or pen-and-
ink sketch showing such changes in red ink
must be filed. Ordinarily, broken lines may
be changed to full without a sketch.

Sketches filed by an applicant and used by
the draftsman for correction of the drawing
will not be returned. All such sketches must
be in ink or permanent prints,

A pencil sketch that is otherwise acceptable
or a blueprint with the changes indicated in
pencil, may be inked in by the Office Drafts-
man at applicant’s request and at his expense.

Rev. 23, Jan, 1070




- o exponents.

_ Where an apj lication is for issu
cept for a slight defect in the drawing :
involvir in structure, the Examine

th mwing"thseiddition or alteration

. madeand send the drawing to the Dra

for the required correction.

 As a guide to the Examiner the following
~ pending applications and have been prepared by
the Office Draftsman, they are not sent to the

| corrections are illustrative of those that may
thus be made: o e
1. Adding two

or three reference characters

2. nging one or two numerals or figure
ordinals (%ﬂality/,,of aper being a factor).
3. Removing superfluous matter, e.ﬁ., Fiﬁ]em
and ordinal where all but one figure have been
canceled, .

4. Adding or reversing directional arrows.

5. Changing Roman Numerals to Arabic Nu-
merals to agree wil ification.

6. Adding section lines or brackets. where
easily executed. ; :

7. Makinﬁ simple changes in Inventor’s
name (not his signature). :

8. Changing lead lines.

9, Correcting misspelled legends.

In the event that several different kinds of
changes are required or any of the listed
changes are time consuming, an Examiner’s
Amendment should not be made.

608.02(x) Disposition of Orders for
Amendment of Drawing
~ [R-23] |
Where the ordered correction of the drawing
in a case up for action by the Examiner is ap-
proved, the application and drawing are for-
warded to the Draftsman provided there iz an

_ allowable claim or there has been a specific
request by applicant that the drawing be cor-

rected regardless of whether or not a claim has

been allowed (£ 608.02(s). Applicant’s letter to
the Draftsman is attached to the outside of
the file and the Examiner writes on said let-
ter “approved”, with the date of approval and

Rev. 23, Jun, 1970

~ Examiner. ,

tion f

sy to carry
Messenger envelopes

id . After the drawing has been
orrected, the Draftsman stamps the letter to
he Draftsman and the back of the drawing
'ORRECTED and returns the case to the

Ew Drawincs Preparep BY Patent OFFICE
When new drawings have been required in

applicant for his signature but a copy (print)
is sent to him for his file. The name of the
inventor(s) will be printed on the drawings by
the Office Draftsman.

In the event that the application is in condi-

immediately after the drawing is

C'orrection Nor ArprovEn ,
Where the correction is not approved, for

__example, because the proposed *hanges are er-

roneous, or involve new matter or (although
otherwise proper) do not include all necessary

corrections, the case and request for correction
of drawing are not sent to the Draftsman. The

Examiner’s reasons for not approving the cor-
rections to the drawing should be set forth
in the Office action. \

608.02(y) Return of Drawing [R-
23]

Rule 87. Return of drawings. (&) The drawings of
an accepted application will not be returned to the ap-
plicant except for signature, '

A photographic print is made of the drawing of an
accepted application.

If there is an accepted drawing in the case,
other drawings (except those originally filed)
that have been ﬁnal]f/ denied admission will be
returned to the applicant only at his request.

Such a request must be filed within a reason-
able time; otherwise the drawing may be dis-
posed of at the discretion of the Commissioner.

allowance, the application can be sent




taken to the Draft

will be stamped an

The Jletter is mailed |
Before drawings

and put in the application f

Drawings preF;red’ by

are not sent to the ajp

$608.02(x).

ffice Draftsman
sigaature. See

608’.'03»‘ EMi)dels., thibilg, Specimens |

Rule 91. Models not generally reqm'red :as part of
application or patent. Models were once required in

all cases admitting a model. as a part of the applica-

tion, and these models became a part of the record of

the patent. Such models are no longer generally re-

cation, and the drawings, must be sufficiently full and
complete, and capable of Leing understood, to disclose
the invention without the aid of a model), and will
not be admitted unless specifically called for. :

_Rule 92. Model or ezhibit may be required. A model,
working model, or other physical exhibit, may be re-
quired if deemed necessary for any purpose on exami-
nation of the application. . o

With the exception of cases involving per-
~_petual motion, & model is not ordinarily re-

_ quired by the Office to demonstrate the opera-
tiveness of a device. If operativeness of a
device is questioned, the applicant must estab-
lish it to the satisfaction of the Examiner, but
he may choose his own way of so doing.

A physical exhibit, not to be part of the case.
is generally not refused except when bulky or
dangerous. ,

Rule 93. Specimens. - When the invention relates to
a composition of matter, the applicant may be require
to furnish specimens of the composition, or of its in-
gredients or intermediates, for the purpose of inspec-
tiofni or experiment. : :

608.03(a) Handling of Models, Ex-
hibits and Specimens
[R-23]

All models received in this Office, whether
forming part of an application. or filed upon
request from the Examiner, must be received
from the Supply and Receiving Unit and not
from the applicant or his agent. It is neces-
sary that all models should be taken to the
Supply and Receiving Fnit for proper record-
ing in order that they may be located under sub-
sequent. inguiry and for final disposition, The
Examiners should, therefore, refuse to accept

| of the applicaticn.

quired (the kdm,.m“o,, of the ipvention in the specifi- Models, exhibits, or spactmens in applications which

ce with the oﬁiéial,rgﬁxiremen :
filing shall be entered on the file

an exhibit or model is recei

rded from the Supply and Receiving

nit to the Examining Group. A label showing.

attorney’s name and address should be attached -
to the model or exhibit so that it can be returned
after prosecution of case. If exhibit is too large
to be ﬁept- in the Group during prosecution of

case, it may be sent to the Supply and Receiv-
ing Unit with instructions to indicate whether

exhibit is to be held or returned to sender.

Rule 9. Return of models, exhibits or specimens.

have hecome abandoned, and also in other applications

on conclusion of the prosecution, may be returned to

) n demand and at his expense, unless

ecessary that they be preserved in the

Office. Such physical exhibits in contested cases may

be returned to the parties at their expense. If not

rlaimed within a reasonable time, they may be disposed
of at the discretion of the Commissioner.

When a model is to be returned a_letter
should be written to applicant by the Exam-
ining Group stating that it is being returned
under separate cover and the Supply and Re-
ceiving Unit shonld be properly notified to
return_the model. ‘

Nore.—Disposition of exhibits which are
part of the record, § 715.07(d).

Models, exhibits and specimens may be pre-
sented to the Office for purposes of interview
and taken away by the attorney at the end of
the interview, See §713.08.

Nore.—Plant specimens, § 1607, Rule 166.

Rule 95. Copics of crhibits. Copies of models or
other physical exhibits will not ordinarily be furnished

by the Office, and. any model or exhibit in an applica-

tion or patent shall not he taken from the Office except

" in the custody of an employee of the Office specially

59

anthorized by the Commisgsioner.

608.04 New Matter [R-23]

Rule 118. Amendment of disclosure,  In original ap-
plications, nil amendments of the drawings or gpecifi-
cations, and alt additions thereto, must conform to at
least one of them as {t was at the time of the filing of
the application. Matter not found In either, Involving
a departure from or an addition to the orlginal disclo.
sure, cannot he added to the application even though
supported by a supplemental oath, and can bhe shown
or claimed only in a separate application.

Rev. 23, Jan, 1970
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'adménl: of the drawymo"y”
ed.  Neither is an addi-

not enjoy the status as |
closure. Tts test as to involy g new m'xtter
: . : i the same as though filed on a subsequenr date.
aminer’s ho]dmg of new matter may  Ex p.ute Leishman, 137 Ms. 336, Pat. No.
be penttmmhlo or appealable, $608.04(c). 1,581,957, md Ex palte .\d.uns, at. No.

Vew matter in reissue application, 1,509,921

W ’m‘ttt‘e”z in substitate specifica 608 04_(0) R eview of Examiner’s
. Holdmg of New Matter

” W’here the new matter is conﬁned to amend-
_ments to the specification, review of the Ex-
__aminer’s requirement for cancellation is by
 way of petition. But where the alleged new
the original speclﬁcatmn., matter is introduced into or affects the claims,
rawmgs is usually new ~ thus necessitating their rejection on this
Depending on circumstances sich as the ade-_y ground, the question becomes an nppealable
quacy of the original disclosure, the addition of  one, and should not be considered on petition
inherent characteristics such as chemical or  even though that new matter has been intro-
physical properties, w structural formmla  duced into the specification also. Rules 181
r;r:’i new use may be new matter. See Ex parte  and 191 afford the explanation of this seem-
Vander Wal et al, 1956 C.D. 11: 705 O.G. 5  ingly inconsistent practice as affecting new

_(physical properties). Ex parte Fox, 1960 C.D.  matter in the specification.
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