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1305  Jurisdiction

1306  Issue Fee

1307 . Change in Classification of Cases Which are in
Issue

1308 Withdrawal From Issue
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1301 Substantially Allowable Case,
Special [R-24]

When an application is in condition for al-
lowance, except as to matters of form, the case
will be considered special and prompt action
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1302

Cancellation of Claims Lost in Interfer-:

ot Rejected Claims Foliow-

 Data of Copending Application Referred

_ specification. Neglect to give due attention to
these matters may lead to confusion as to the

taken to require correction of formal matters
See § 710.02(b) paragraph (a). o
Final Review and Preparation
~ for Issue , .
1302.0_1 General Review of Disclosure
[R-24] :

When an application is apparently ready for
allowance. it should be reviewed by the Ex-

" aminer to make certain ihat the whole case
~ meets all formal requirements and particularly
that the brief summary of the invention and

the descriptive matter are confined to the in-

vention to which the allowed claims are di-
rected and that the language of the claims
finds clear support or antecedent basis in the

scope of the patent.

Frequently the invention as originally de-
scribed and claimed was of much greater scope
than that defined in the claims as allowed.
Some or much of the subject matter disclosed
may be entirely outside the bounds of the
claims accepted by the applicant. In such case
the Examiner should require the applicant to
modify his brief summary of the invention
and restrict his descriptive matter so as to be
in harmony with the claims. However valu-
able for reference purposes the Examiner may
consider the matter which is extraneous to the
claimed invention, patents should be confined
in their disclosures to the respective inventions
patented. (Rule 71.) Of course enough back-
ground should be included to make the inven-
rion clearly understandable. See §8 608.01(d)
and 608.01(e). E “

There should be clear support or antecedent
basis in the specification for the terminology
used in the claims. Usually the original claims
follow the nomenclature of the specification;
but sometimes in amending the claims or in
adding new claims, applicant employs terms
that do not appear in the specification. This
may result in uncertainty as to the interpreta-
tion to be given such terms. See § 601.01(0).

Where a copending application is referred to
in the specification, the Examiner should as-
certain whether it has matured into a patent
or become abandoned and that fact or the pat-
ent number added to the specification.
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; and assume full responszbﬂxzy
n icular a _cha When correcting originally
__given to claims dependen on previo led pap . clean red mk must be used (not
- clmms to hat the numbermg is consistent. | : ink).
§§ 608.0 \]) and 608. Ol(n) ] :
L h Id t , ecked fo

4. D ement between & erence charac-
itle. also shot ter as used in ‘the description and on the draw-
be as short and speci possﬂ)le If tis- ing. ‘The character may be corrected in the

factory title is not suppliec ,  description but only when the Examiner is

the Examiner may ¢ certain of the Propnety of the change. ‘
allowance. See R§ - 606.01. . 5. Entry of “now Patent No. ____" to iden-
~_All pencil notes made by the Examiners fv a patenf which has been granted on a
must be erased when the case is passed to issue.  U.S. application referred to by Serial No. in
The Mail Room receipt date of all amend- . “the specification.

ments should be reviewed to assure that the\ s ther obvious minor e(;gmmmattml errors
were tuneh filed. o . el surh ‘as misplaced or omitted commas, improper

parenthese: quotation marks, ete.

1302 02 Reqmrement for a Rewrltten . other than the ones noted above, or of purely
grammatical nature.

Speclﬁcatlon [R-24]
N The fact that applicant is entitled under 35
; Whenever interlinea or cancellations  [".S.C. 120 to an earlier T.S. effective filing -
i ‘have been made in the specification or amend- date is sometimes overlooked. To minimize
: ,ments which would lead to. ‘ ey this possxbﬂxty, the statement that, “This is a
o d requi division (conunuatlon, contmuatmn—m—part)
_ ﬁgrtlon of specification affected to be rewritten ¢ Apphcatlon SerialNo. _.. . filed .. .. . ...
fore passing the case to issue. See Rule 125  ¢poyld appear as the first sentence after the ab-
in §608.01(q). ~ stract except in the case of design applications
where it should appear as set forth in § 1503.01.
‘Any such statements appearing elsewhere in the
specification should be relocated. The clerk in-
dicates the change for the printer in the appro-
priate margin when checking new applications
for matters of form.
Other obvious informalities in the applica-
tion may be corrected by the Examiner, but
such corrections must be by a formal Exam-

which resulted in the allowance and the name iner's Amendment, signed by the Primary Ex-
 of the person with whom the interview, if any, aminer, placed in ‘the file, and a copy sent to
was held should be included in the letter. the applicant. The changes specified in the
Immediately after determining that a POL ~ amen ment are entered by the clerk in the reg-

327 letter is necessary, the letter should be ef- ular way.
fected before preparing the application for The amendment or cancellation of claims by

allowance. See § 714.13. formal Examiner’s Amendment is permitted

when passing an application to issue where

, Ty these changes have been authorized by appli-

1302.04 Examiner,’sAmendmcnts and  cant (or his representative) in a telephone or

Changes [R-24] personal interview. The Examiner’s Amend-

ment should indicate that the changes were

Except by formal amendment duly signed or  authorized, the date and type (personal or

as hereinafter provided, no corrections, era- telephone) of interview, and with whom it was
sures, or interlineations may be made in the

held.
: body of written portions of the specification

1302.03 Statns Letter of Allowablhty,
POL—327 [R-24]

Form POL-324 is used whenever an apphca-
tion under final rejection has been placed in
condition for allowance as a result of a com-
munication from or an interview with apphcant

- The date of the communication or interview

The Examiner’s Amendment practice may be
or any other paper filed in the application for  used to make charges against deposit accounts

patent. (See Rule 121.) under special conditions. Such charges must
Correction of the following obvious errors  not exceed £50.00 for any one patent application.
and omissions only may be made with pen by An Examiner’s Amendment can be used to

the Examiner of the case who will then initial ~ make a charge against a deposit account, pro-

Rev. 24, Apr. 1970 009
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130204(1)

£ the authorizing party, the \
onal or tele; phone) or authomzauon,

purpose for which the charge is made (dra.wmg s
f;correctwn, additional claims, etc.), and the de-, ~

_account number. Furth

if deemed necessary and
,attome\' should also be moluded :
iner’s Amendment '

A change in the abstract may be made b\ . :
o euslv non-statutorv claim sich as one to ° A .

Examiner's Amendment.
Where a reference to the rnrent qpphcfltmn
in an otherwise allowable Rule 147 divisional

cas:: or. streamhned contmuatmn case has in-
' advertently been omitted by the apphcant the

Examiner should insert the required reference
iner’s Amendment (see § 201.11}.

, ences cited as being of interest by Ex-
‘aminers when passing an arplxcatlon to issue
~ will not be supplied to it

~ences will be cited sualﬁon form PO-892, a
copy of which will be attached-to anmmer S
Amendment form POL-37.

Where an ap) lication is ready for issu
cept_for a slight defect in the drawing not
involving change in structure, the Examiner
will note in pencil on the dramng the addition
or alteration to be made. He will also prepare

an Examiner’s Amendment indicating the

~ changes made and send the drawing to the
Draftsman for the reqmred correctmn ‘ '

' See a]so 608.02(w).
No other changes may be ‘made by any per-

_sonin any record of the Patent Office without

the written approval of the Commissioner of
Patents.

In reviewing the ’xpphcatlon all errors
should be carefully noted. It is not necessary
that the ]anguage be the best; it is, however,
_essential that it be clear in meamng, and free
from errors in syntax. Any necessary Ex-
aminer’s ,\mendment is usually made at the
time a case is being prepared for issue by the
Examiner. IHowever, the need for such may
not be noted until after the proof of the patent
1s read and the case is sent up to the Examiner
with a “printer waiting” slip (Form PO-97).
A copy of any formal Examiner’s Amendment
i3 sent to applicant even if the application is
already in the printer’s hands.

Examiners will not eancel elaims on the basis
of an amendment which argnes for certain
claims and, alternatively, purports to authorize

223

tion . of the clmm by an Exammeru Amend-

The refer-

number without a formal Examiner’s Amend-
ment. Thls entry should be in the following
form:
be initialed in the margin by the Examiner to
fix responsibility for the same.
the initials should be in red ink.

,When a case is othemse in oondmon for
allowance the Examiner may cancel an obvi-

device substantially as shown and described.”
notified of the cancella-

Applicant should be

_’,1302 04«((:) Cancellatlon of C]anns te

Non-Elected Inventlon
[R—24] ‘ :

See ﬁ§ 821,01 and 801 02.

1302. 04((1) Cancellatxon - of Claim
Lost in Interference L

| [R-24]
See 1109 02. .

1302 04(e) Cancellatmn of Rejected .

~ Claims Following Appeal
[R—24] '

~ See §1>1406 121203, and 1215. oL

1302 04(f) Data of Copendmg Ap-
plication Referred to
Should Be Brought Up to
Date [R——17]

Where a patent apphcatlon which is ready
for issue refers by serial number to a U.S.
application which has matured into a patent,
the Examiner is authorized to enter the patent

“now Patent No., ... *. This entry is to

The entry and

If the application referred to has become

abandoned, the entry “and now abandoned”
should be made by a formal

Examiner’s
A mendment.
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To 1dent1f\, a claim, a formal Ex
Amendment should refer t,o 1* by the

Where a case otherwise ready for i
quires correction of the drawing, the E
iner, before sending the file to the Draft
~ should attach thereto a slip indicating ths
. case is ready for allowance. Slight

as set forth in
aminer’s Amendment prepared.

Correction of some slight
be

C orrectxo

defects may

1302.06 Prlor Forelgn Apphcanon :

 See QS 201 14(c) and 202. 03

1302.07 Use of Retention Labels To
'Preserve Abandoned Com-
panion Applications [R—24]

Rehted applications referred to in patent
specifications are preserved from destruction

‘by a retention label (Form PC-150) which is

~attached to the outside of the file wrapper.. The

Final Review Clerk of the Group prepares such
_a label for use as indicated below on each appli-

_ cation (which has not become a patent) which
i3 referred to in the specification or oath or
declaration of the application ready for allow-
ance (or in any Office letter therein).
If the case referred to is

Still pending:
Fill in and paste label on the face of the
pending file wrapper in the space provided.
Make no change in ~penﬁmtmn of the allow-
able application.

Abandoned for failure to pay issfue fee:

If file has been forwarded to abandoned
files, fill in label and send it to Abandoned
Files for attachment to the wrapper. If not
forwarded treat the same as pending case. If
the period for filing a petition for delay’e(l
payment has explred make Examiner's
Amendment adding “now abandoned” in the
allowable application. If period has not ex-

may be r-orreoted on the Examiner’s initiative | ,
§608.02(w) and a formal Ex-

obv lated see  § 608 02—- “Waiving  of '
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ng now abapdoned”
allowable apphcatlon -

r in qpecxﬁcahon if not already p

"fI‘omml hmmmers Amendment nnt neces», o

sary 1if tlna 15 m)I) (h'mge

In issue: ~ ~ ~
Fill in ]abel \Ial\e no chan in the spem-
fication of the allowable application. Clip
“the label to the Serial Register card of the
case in issue. - If case in issue is abandoned or

. is withdrawn from issue, it is returned to the -
- Group,

where the Serial Register card is
pulled. The label is attached at this time.

~ If case in issue is patented, the label is de-
stroyed when the card is pulied.

- Examiners are remmded that only one re-
tention label is necessary. Thus, if a retention
label is already gresent it is sufficient to merely
add “et al.” to the Semal Number cited thereon

1302 08 Interference Search [R—24«]

L Assummg that the case is found ready for
~issue, the Examiner makes an “interference

search” and notes the date and class and sub-

- classes searched in the file wrapper. To do this,
‘he inspects all the | endmg prints and dmwmgs

(or all the digests if the invention is not suscep-

 tible of illustration) in the relevant subclasses

of the class in which the application is classitied,
and all other pertinent classes, whether in his
Group or elsewhere, in order to ascertain
whether any other applicant is claiming sub-
stantlally the same subject matter as is being
allowed in the case in hand. When any of the

_drawings or dlgests shows such a condition to be

likely, "he examines the corresponding file.

If the search does not disclose any interfer-
ing application. the Examiner should prepare

the case for issue.

1302.09 Notations on File Wrapper
[R-24]

The Examiner preparing the application for
issue fills out, in black ink, the appropriate
spaces on the face of the file wrapper.

To aid workers in the Printing Office and the
Issue and Gazette Branch, Examiners should




1 should be dis
hould be sho

 of the margins,

" 1f, through inadver

legend for 0.G. Fig.
appears within the mar,

the drawing, the

Examiner, should make the notations oufside

n  The only date entered on

J ignate but one

U"Examiners sho dir y design v ’
_claim on each invention to be published in the

Official Gazette in connection with each orig-
inal or reissued patent. The broadest claim 17, 90 , :
to be a‘%pl}eds‘to.the Issue Classification Slip

should be selected. When a plural
ventions are claimed in an applica
tional claims to a maximum of fiv
~ designated for = publication. 0
Spaces are provided on the file wrapper

identifying data of a prior abandoned applica-

tion for which the instant application is a Sub-

stitute, and for the parent application(s) and
~ prior foreign application(s) meeting the re-

quirements of the Statutes.

“The class and subclass and the name of the

Examiner which are written in pencil on the file
wrapper should correspond to the class and sub-
class in which the patent will issue and to the

name of the Examiner preparing the applica-

- _tion for issue." ;

See § 202.02 for notation as to parent or prior

U.S. application to be placed on file wrapper. .

See § 202.03 for notation as to foreign patent -

application to be placed on file wrapper.
See §1302.13 for name of Examiner.

Notations on Drawings and on
Classification (Issue) Slip
[R-24]

The class and subclass and the name of the
‘Assistant Examiner which have been written
in pencil in the upper lefthand corner of the
drawing should not be erased. See § 717.03.
On the margin of the first sheet of drawing,
the Examiner indicates in black ink in the spaces
provided by the Draftsman’s stamp the figure
which he selects for printing in the Official
Gazette and also the final official classification
of the case. Ordinarily a single figure is
selected for printing. This figure should be
consistent with the portion of the application to
be printed in the Official Gazette. The numer-
als should fill as much of the space provided as
feasible.

If the selected figure is not on the first sheet,
the Examiner should indicate it also on the

1302.10

 drawings is the date
bstract, ¢ ;

 Gazett ch. Unde
~ Clerk of the ami

_ upper right hand corner, using one sta?,le‘ only.

 payment of the'i,’ssuelf‘eé'.’ See § 308,

‘the prosecution, including those appearing in

form
the Examiner’'s Amendment form POIL-3T.
Such pertinent art is not sent to the applicant,
Such citation of art is important in the case of
continuing applications where significant prior
art is often of record in the parent case. In the
rare instance where no art is cited in a continua-
tion application, all the references cited during
the prosecution of the parent application will
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mailing of the Notice
hich is done by the Tssue and

r current practice, the
nining Group does NOT
en the case is “sent to issue®”.

Nlowan

enter any date when ,
See §§ 903.07, 903.07 (b) and 903.09 for notation

0-270).

(Form - ~ S
 To ensure that both copies of the slip donot

become ‘separated from the ,ﬁlei"zExaminers

hould affix the entire unit set to the inside left
flap ‘of the file wrapper by stapling it at the

- in the space marked “cross references’”. It is

not necessary to remove the carbon paper. .
The Allowed Files Unit of the Issue and

~ Gazette Branch remove the original for use by o

Machine Operations Branch and leave the car- -
bon copy in the file for use by the printer.

Re"fye’teknéke., ‘to Assignment
. Branch 24] i

‘The practice of referring certain applications
to the Assignment Branch when passing them
to issue is no longer followed since title searches
are automatically made in all applications after

1302.12 Listing of Referehces [R-
. 24] , ;

 All references which have been cited during

Board of Appeals decisions, and those submitted

by applicant if they conform to the require-
ments set forth in §§ 707.05(b) or 708.02, will
be printed in the patent.

At time of allowance, the Examiner may cite

_pertinent art in an Examiner’s Amendment.
Such pertinent art should be listed as usual on

0-892, a copy of which is attached to

Rev. 24, Apr. 1970



“'aneé, the “final

_ there is at least.
~ in the application
ed in thc center m

sion on motion.
In any case, othemse readv fo

which the erroneous citation has not been for-
mally corrected in an official paper, the Exam-

. iner is directed to corrent zhe citation by an
 Examiner’s Amendment.  See § 707.05( g)
Any new reference cited when the case is in

added by way of a PO52. ,
All es of references placed in he ﬁle
wrapper during prosecuticn. should be retained

therein, when forw arded to Issue and Gazette

B nch

130213 Signing [R-18]

The Primary Examiner and the Assistant
Examiner involved in the allowance of an ap-
plication will print or stamp their names on
the file wrapper in place of their signatures.
Each Examiner shall place his initials “after his
- printed or stamped name. A Primary Exam-
iner who prepares an application for issue him-
self prints or stamps his name and Initials the
file wrapper only in the “Primary Examiner”
- space. A line should be drawn through the

#Assistant Examiner™ hox t45 make it c]e'xr,that ,

the ahsence of a name in the box was not an

“oversight.
Only the names of the Prlm'u') Examiner

and the Assistant Examiner appearing on the
face of the application file wrapper will be
listed in the printed patent. :

1303 Notice of Allowance

The appropriate form of notice of allowance
is used and the mailing date appearing thereon
is stamped on the file wrapper by the Issue and
Gazette Branch.

1303.01 Amendment Received Ai'tei'
Allowance [R-24]

If the amendment is filed under Rule 312,

sep §8 THL1D to T1416(e).  If the amendment

Rev. 24, Apr. 1970

‘vemfy thatr
(PO-892)
ferencm are

issue, under the practice of § 1308.01, should be :

ance a D10 Notice is sent.  See § 107.0% ,
. If the “Secrecy Order” in a case is mth-'
- drawn after the D-10 notice i is mailed, the case
should then be treated like an ordmary apph-

1 305 J urlsdlctlon

1303 02 Undehvered [R—-24]

In case o notice of allowance is returned, and =~
-4 new notlce is sent (see‘* : e

of sendir ice mu "befcrh inged in t

, The notice of 'allowance wxll not be mthhe!d it
due to death of the inventor if the executor or:

.1dnnm~_.tmtor has not

mber\ ened. See
§ 409.01(1). R

1304 Wlthholdmg From Issue of /“Se- ,

creey Order” Cases [R

"Secrecv Order cases are not sent ssize
even when all of the claims have been allowed.

Instead of mailing an ordmary notice of nliow-

cation in conchtxon for al]owance

1304.01 Amendments After D—IO No

tice  [R-24]

Fcu fnnendments recelved after D- 10 Notxce‘ '

see § 107.02.

[R—-24]

Jur 1<s<hctmn of the apphcatmn remains with

“the P1 imary Examiner untii the notice of allow-

ance is mailed by the Issue and Gazette Branch.
However, the Examiner may make Examiner's
amendments correcting obvious errors, as,
when brought to the attention of the Examiner
by the printer, and also may admit amend-
ments under Ru}e 312 which are confined to
matters of form in specification or claims, or
to the canceliation of a claim or claims. The

Examiner’s action on other amendments under
Rule 312 consists of a recommendatmn to the

C ommlssmner
To regain jurisdiction over the case, the Ex-

aminer must write a letter to the Commissioner

requesting it.  See §§ 1112.04, 1308, and 1308.02.

Once the patent has been gr 'mtod the Patent
Office can take no action concerning it except
as provided in 35 U.S.C. 135 and 35 T.8.C. 251
through 256.  See chapter 1400,

226




given or mailed to the appu'
o . The notice shall speeify a sum, congtituting the
issue fee or a portion thereof whicb shau be pmd with?
in three months thereafter. =~
Upon payment of this sum the patent shall issne, bat.
it payment is not timely made, the applicaﬁon =hall be
~ regarded as abandoned.
Any remaining balance of the issue fee shall be pald ‘
‘within three months from the sending of a notice there- -
of, and, if not ‘paid, the patent shall lapse at the ter-
. mination of this three-month period. In caleulating the
amount of a remaining halance, charges for a page or-
less may be dlsregarded ‘
If any payment reqmred bv this section is not nmelv P
made, but is submxtted with the fee for delayed pay- "
‘ment within three months after the due date and suffi-
cient cause is shown for the late payment, it may be
accepted by the Commissmner as though no abandon-
ment or lapﬁe had ever occurred.

The Patent Office has dmcontmued the prac-
tice of estimating the number of printed pages
of specification in advance of printing. Instead,
a Minimum Issue Fee is due three months from
the date of the Notice of Allowance. The amount
of the Minimum Issue Fee is shown on the No-
tice of Allowance and consists of $100 plus $10
for the first page of printed spenhcanou plus
$2 for each sheet of drawing.

After the patent is printed, if .an additional
fee is required, a Notice of Balance of Issue Fee
Due will be attached to the patent when mailed.
Failure to pay this balance within tliree months
from the date of the Notice thercof will result
in lapse of the patent. Under the authority of
35 U.S.C. 151, the charge is disregarded

WHERE ONLY ONE ADDITIONAL

PAGE OR LESS is involved. Thus, if the pat-

ent eonsists of two pages or less, no balance fee
- is due. However, if the patent consists of three

- pages, a Notice of Balance of Issue Fee Due for

$20 iz mailed together with the original patent

grant. (A page consists of one side of a printed
sheet containing two columns or less,)

Applicants and their attorneys or agents are
urged to nse the special fee transmittal forms
provided with the Notice of Allowance and the
Notice of Balance of Issue Fee Due when sub-
mitting their payments.

The | payment of the balance of issue fee dne -
may be simplified by nsing a Patent Office e
posit Aecount for such a fee. A statement, in
duplieate, at the time of payvment of the mini-

22

Ammmtma.ybe i!ledfm'ths
e fes will be wnmdemd as

fees wil net be ﬁmep tad
the applicant, attorney,
or & party ini
f the Patent Oiﬁee.

Change in Classlﬁcanon of Cases |
W’hlch Are "nﬂ Issue [R-24]

903.07

bee

: 1308 Withdmwal From Issue ; [R—-24]

Pulcle.i W:fkdmsca! fmm wwc (a) Atter the

notice’ of a]lowance ‘of an apphcnnon i* sent, the case

will not be withdmwn from issue ‘except by approval

of the Commmsmner.kaud AL mthdrawa for further

action on the part of the Office; a ne'w notiee of allow-
ance will be sent if the axvplication xs again allowed.

(b} When' the issne. fee or: that ‘portion thereof
- specified in: the nouce ‘of. alléwance has beer paid, and

* the patent to-be 1s<sued hae received its. date and nuwm-

ber, the application will not be withdrawn from issue
oun account of any mistake or change of purpose of the
applicant, his attorney or his agent, nor for the purpose
of enabling the intentor to procure a formgn patent,
nor for any other reascns except mistake on the part
of the Office, or hecause of fraud or i!legahtv in the.
application, or for mterferonce Lo

If the applzcant mshes to have the case

mthdrawn from issue, he must petition the

 1308.01 Rejection After

< ized

{4

{

Withdrawal is permitted only
For with-
¥ 1308, O)

C'ommissioner.
for the reasons stated in the rule.
drawal procedure by F xaminer see §

Allowance
[R-24] 1

A claim noted as allowable shall thereafter
be rejected only with the approval of the Pri-
rary Examiner. Great care should be exer-
in authorizing such rejection See

£ 706.04.

" When a new reference is dlccovered which
obviously is applicable to one or more of the
allowed claims in an application in issue, and
where a sufficient portion of the statutory pe-
riod for payment of the issue fee remains, the
Examiner is authorized to enter a letter in-
forming applicant of the proposal of request-
ing withdrawal from issue for the purpose of
rejecting the claim or claims as fully met by,
or obviously unpatentable over the new ref-
erence. The letter should apply the reference

in detail and should also set a time limit

(within such statutory period), within which

Rev. 2. Apr. 1970

in nferest as ﬂhovm by the rec- .




of allowed ékses.wait-i ~
ications placed in the

3 issue set aside for
according to the fol-
ere made spfe‘c’ialf o

> (including those
Examining Proce-

: khva.v’é: ‘a, U.S. eﬁeetive I

, pplying the new : il S

_reference. This letter should cite ‘the refer- . 2% Baving aii offective

_ence, and. if need be, briefly its applica- ™ Bling date earlier than that required for
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