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The 1nterference practice is based on 35 .

17.8.C. 135 here set forth:

85 U.S.C. 185. Interfercnces. Whenever an appli-
ration ‘is made for a patent which, in the opinion of .
the Commlssloner, would interfere with any pending - ‘
application, or with any unexpired patent, he =hall
give notice thormf to the applicants, or applicant and
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The grea! : ,
c-‘ 'ed both in the search for interfering appli-
= and in the determination of the
, s to whmhex an interference s
declared. Al the elaims in recentiv issued
: Iy those used as references

A claim um(h is the
-“hatantmll} the same

e to be avoided.
o 1terference ex-’

~tmuxed .
(b) Expre~~ limitations in the c]mm ~houldf
not be ignored nor ~hol d hmlhtmm he read

a”’] a“"“* for Ime“‘ or for relssne, erent thelem to meet 'he exigencies of a partlcuhr'
' ns nontam claims for uh_ ~ ~ ,

Heation of -each parts. and e oranden (¢) The doctrine of equna]ents “hlch is
the application of each part 2 applicable in questions of patentability is not
alzo be decl.xred between pendmﬂ' apphcat:ons for p s
applieable in’ mtorferenne: 1.e., no apphmhon
and unexpired original or 1 11 laced ¢ : 1 lis.
rent'parties. when S“Ch ; ~should he placed in interference unless it dis
: ' ntin ~rl()~e= clearly the. ~truvtu called for by the
ca. rount and fhr fact that it discloses equzvnlent '
in ‘l(’(’ordd.xct- mth the prmmons o strueture is no ground for p]'lmnn' lt In inter-
: ference. ' o
ey Intelferonces lel not be dpclared nor contin ) Before a (an (m]]e 2 itiisia pa((.me({; S
i2ed, between applications or applications and pateats ‘(lmm) is made the count of an 1nterf€-rence
ed by the sume party unless good cause is showr it should be allow able and in good form. Xo
snerefor. The parties shall make known any and at  pending ‘elaim which is mdohmte, ﬂmblgumhyi '
right. title and interest affecting the owt w';h’p : or other\\lse defective should be made the (*ount -
4T . ». M 1
» applieation or patent involved or essential to t o nf an mrerfere
nrocesdings, not recorded in the Patent Office, Nﬂ"ér‘
interference s declared..an of ch.mgm in-such

rizht, title, or interest, made after the deetaration

the interference and befoxo the expiration of the mm the pﬂtont in which it m-mnm(ed R
pre the (f) Since interference l)et\\m\n cases hiaving

szerihed for seeking review of the decision .in

rference, E A common assignee is not normally m~mutcd
o the cases must be submitted to the Assignment
Branch for a ritle report. Note: Title searches
are antomatically made only \\'hen the Issue Fee
18 paid.
() 1f doubts exist as to whether Yhm(- 1s an
interference, axn interference should not be
deelared. G

< .tinns Jinvolved,

pxed from a p‘lt('m if am-
"Blnrrumb <hould be mtmpreted in the light of

1 10] Prnhmnmrms to an lmerforence

[R-23]

AD mterferenc-e is ofren an expenswc- apd
tigy ze*-mnsummg pmcvmhn;_r Yet, it is neces-
sarv to determine prmrm when two applicants

Faeev 3 b, 190



n~

tions should be in condition for al
mstances may justify an except
proval of the appropriate

~filing dates of the applicatic
ept in exceptional situatio
d approved by the Group Di
rference is declared. all :
the same interfering subject matter s
included. ’
Before taking
~ mation of an in ice, it 1s
~ that the Examiner make certai ,
the prospect ties is claiming the same
_ patentable invention and that t. ims f
are to constitute the counts of the
are clearly readable upon the d
party and allowable in eacl

~Tt'is to be noted that while the claims of two
or more applicants may vary in scope and in.

immaterial details, vet if directed to the same
invention, an interference exists.
closure by an applicant of vention which
he is not claiming does not- a ground for
suggesting to that applicant claims :
invention copied from another

an essential in every instance.
When the subject matte

in another application, but the claims therein

subject to election, the question of interference
should be considered. The requirement of Rule
901(b) that the conflicting applications shall
_contain claims for substantiaﬁy, the same in-
vention which are allowable in each application
should be interpreted as meaning generally
that the conflicting claimed subject matter is
sufficiently supported in each application and
~ is patentable to each applicant over the prior

art. The statutory requirement of first inven-
torship is of transcendent importarce and

But mere dis- > OY
 first case 1s. ,
~ing up interference.. .
or the said =
lication that
is claiming the invention. The intention of the
parties to claim the same patentable invention,
as expressed in the summary of the inventionor 01 W ;
elsewhere in the disclozure, or in the claims, is species and
r found to be allow-
able in one application is disclosed and claimed

to such subject matter are either nonelected or

ing interferen -

plication filed with claims to divisible
s I and II. Before action requiring
restriction is made, Examiner discovers '
as ving allowed claims to invention I.
The situation is not altered by the fact that
_tequirement for restriction had actuaily been
iade but had not been responded to. Nor is.
ituation m

of noninterfering subject matter had been

other

terially different if an election

~ made without traverse but no action given on

the merits of the elected invention.

. X :

. B: Application filed with claims to divisible

rentions I and II and in response to a re-
ment for restriction, applicant traverses
same and s invention I. Examiner

gives an action on the merits of I. Examiner
subsequently finds an application to another

ontaining allowed claims to invention II gnd

ready for isswe. i

The situation is not altered by the fect that

election is made without traverse and the
lected claims possibly cancelled. '

lication filed with generic claims and
a,b,c,d,and e. Generic claims

ection of a single species re-
species a, but contin-

ility of generic claims. Ex- =
‘another application claiming spe-

cies b which

“The allo

ready for issue. ¥
ty of generic claims in the
a condition precedent to set-

D. Application filed with generic claims and
ims to fi ies a

ally claimed.

tion the disclosure and claims
ricted to one of the unclaimed

have been found allowable. .
The prosecution of generic claims is taken as
indicative of an intention to cover all species
disclosed which come under the generic claim.
In all the above situations, the applicant has
shown an intention to claim the subject matter
which is actually being claimed in another ap-
plication. These are to be distinguished from
sitnations where a distinct invention is claimed
in one application but merely disclosed in an-
other application without evidence of an in-
tent to claim the same. The question of inter-
ference should not be considered in the latter
instance. However, if the application disclos-
ing but not ciaiming the invention is senior,
and the junior appheation is ready for issue,

Rev. 23, Jan. 1970

ies and other species disclosed -
Examiner finds




Where apphc Hions by dlfferent inventors but
nf common ownership claim the
;mﬂtter or ~ub]ect matter that

. mstltuted since there is no ;
_ Elimination of conflicting claim:
_cept one case should usuall bé
78(b). The common | |

. the apphr-atlon in v

~are properly placed.
i set forth in $804.03.

II. Where an mterference m*h a thn'd p'u'tv ‘
_is found to exist, the owner should he required
to elect which one of the app hmtmns elnll be .

placed in mrerference.

Whenever a common qssngnee of dpphmtmns g

by different inventors is called uporn to eliminate
conflicting elaims from ail except one r:flpphc'l-
~ tion under the prov isions of Rule
of the Office action making
must be sent directly to each of tl
~ Whenever # common assignee is required un-
der Rule. 2041 (c) to elect one of the oon‘lxctmg
_applications owned by him for purpose of inter-
ference with a third party. a copy of the Office
action making this xoqnnom"nt minst be sent to
the applw'mh in each of the omnmmd ‘
o 1pp11catlon~

The Interference ’Search

,'1101.01((.. ) ,
v [R-23]

~The cmrr"l for inter fvrmg applications must
not be limited to the elass or subelass in which

it is elassified, but must be extended toall elasses
in or out of the Examining Group which it has

heen necessary to search in the ex;unination of -

the applw-atmn
Moreover,

Rewv, 27, Jan. 1971

sut eut‘

acopy
1irement
applicants.

s;gxled ,

the possibility of the existence of

;mg 8 pphcthn

of conﬂnctmrr qpphc'mon mu:

poss blu inter fexen

hook should |
e wrappers ol,drlmuwc

“ence, this book may molude not&
~ prospective interferences were not declar

In determining whether an mterference ex-
ists, the Primary Examiner must decide the

_ question, The Patent Interference Examiner
- may , however, be consulted to obtain his advice.

he G up Director should be consulted if it
is believed that the circumstances justify an
interference between applications neither of

~which i Is. read) for allowance.

"1’101 Ol(d) Corres ondem_e Un‘der;'{k‘:

Rule 202 [R—23]

)r)mlenre under Imle 2020 m'lv be

: f}nece~ sary but is seldom reqmred under prebent‘ r
practice. ,

Rule 262. I’) eparatron for. mter{erence betneen ap-

plwahone, i:pimmnmu mr/uzry (oj junior applicant.
g ‘any -question of pri-

R bet\wen 'lpplmauons Wthh appear to in-

terfere and are othelwxse ready.. to be prepared for
mterferpnoe an\ Jjunior apphmnt may be called upon

\‘0 state in writing under oath or declaratlon the date“
and the character of the varliest: fact or.act, susceptible
of proof. which can be relied upon to establish concep-

tion of the invention under consideration for the pur-

pose ut establishing  priority of invention ‘The state-
~ment ﬁled in vompiianvv with this rule will be retained

y the Patent Office Separate from the am)hc‘xtxon file
d ifan interference is doolared will be opened simnui-

ml ous!v wxrh the pretlininary qwtemvnt of the party

ng the same. In case the junior applicant makes no
ply kmmm the time specified, not lesm t}mn thlrt_‘,




| 1101.01(d)

e Commissionel
or to another

166.1 ' Rev. 23, Jen., 1970



suhqequem tmtmvm of tlw
tention shoutd be given to the folloy
(1) The name of the Exam ner t
for a conferer ~hould be g
on the formi.
_ (2) Itshe
t!ons, if any.

(3) If an 1pphcat10u
tinnation of an earlier one, this fact
stated. If it is n vmtmuqtmmm-
should be indicated along \"lfh 4
whether or not the ftpphc'mon 1= ent:
benefit of the filing date of the earlier
tion for the conflicting subject matter.

(4) If two or. more Apphmtmn- ar

,’l»} the same :
same attorne:
(5) Only the hmado, elaim’ p"a
, mterferenm or. if various aspects of an inven-
tion are claimed, the broadest claim to each
feature, need be identified but if the claims are
not present in either of the apphcatmn a plo-

posed count sh uld be set out in this letter.

aned

(6) Any other _points which have a bearing
on the dod'lmtmn of the mterferem e shonid be"

' qtated

cases held bv.the Law Examiner bear:
question of exferent'e qhou]d be p
forwarded to hiny.

(8) Letters of Su’bmissim)”,
(lupllclm- Seeia
Correspondence
Rule 202, Not an Aetlun

_on the Case

1101.01 6

(unecponr{pwe under Rule
action on the case. Hence. it canno
oxtend the starutory period if the case
ing action by the applicant.

Correspondence
Rule 202, When and
When Not Needed [R-
23]

After July 1. 1964, ('ormsprmflmr;-e_-
Rule 202 waz greatly cartailed *im'r ;
enees between e nding (l])ph(.lhmh w
th.m six 1nrmm~ fllifmm)('o in (ﬂ"wr

1101.01(g)

nder

' ::‘1mnw disapproves the -

o ;hutiin'
Lopraved
Group

nted Lv thv«,

" tha' Law

(} for. .
_ance is sent.

(T) \mendrmntc or_ othm pflperc filed in  tion oft

on rhe ,

sh Y.;M “be in

spondence under Rule 202
~the '_h](>~ t
sothe I

Lnder;
and.if ‘n'ger this
'the files

o e0m R par T.0

Under

le 20 ,2" Approval or
,Dlsappmwl by Law Ex-
am;mer, f R- 23}

mr pphe‘mt
roposed interference
Examiner then ollows the procedure
lmto: i returned to the Examining

8 .lc-(‘nmp.nuod by a note to be at-
tached tn the senior party’s case requesting the
Issue and Gnzette Branch to return the case to

Where the mmnr p‘u*rv, as reqmred bv Rule
- states under oati or declaration a dateofa
fact or an act. suscentible of proof, which would
establish that he had conceived the claimed in-
vention prior to the filing date of the senior
.thmm the Law Examiner approves.
Examiner’s proposal to suggest elaims a1
uniner may then pr oceed with the plopu‘
ses for interference. .

EALING S

el an 1mmfu'ence 18 to be do(‘h;ed in-

v ohmr\".tppm“u ions which had prevxousl\' been

:nbmltted to the ILaw Examiner for corre-

the Board of Pate 1t Interfmen(‘cm
shonkd ascertain from the Taw

Examiner if anyv sue L statement has been diled

statement .md for \\m(l g .\1ﬂ S

Jaration under Rule "U) be-
the interference file in contri-
distinetion to the application file as in the case
of an aflidavit or declaration under Rule 131 or
Rule 204 but, hk then, is subject to inspection
on the opening of the prolmnn.xn statelnents.

When the formation of an interference be-
tween two parties is necessary, all other appli-

cants (L..mmrr the contested invention should
be pLued i the interference irrespective of
their. h]nw dates or of auy dates alleged under
Rule 202, provided there is mo statutory har to
the allowance nf the (lnnh in the other appli-

.mom

“The oath or

Rev. 23, Jan, 1970

he Tiaw I‘4‘i°”,,"' :

“in the next section. When a “Disap- f

’\ammer after the notue of qllmv-‘, o

fore forwarding



ne('e-;sarv

applie;

possible and the onﬁlc
appiicant will

granted. A short
o 710.02( h ).)

 been passed for issue
to the Law Examiner by

atmched to the

pp! L
~letter to that applicant urging him to promptly
_pay the issue fee, this bel he end

that prosecution of the junior applicatior

be promptly resumed, the seni y‘-‘ di
closure then being available as prior
treating the claims of the junior ap

The anmmel may make 1 supplemental action
on the junior apphcam s case when the senior

‘ apphcfmt s patent 18sUes.

I\ 'I'LRIM Procmrar

In rhe mmnnn“o the junior party’s flpphm-k
tion will be nmted m 'u'mxdanr'e with:the =

Afollowing:

Where a junior I)‘II‘tV after corres ondence :
> fails to overcome the filing date

when he

“a letter

' ,under Rule 2
senior party. the Examiner

reaches the case for

subs mm,ll]} as folloy

dicating the conflict-

umQ fmd chm not patentable over the
party’s case) is suspended for six
t(),,dvtermuw whethel fm zmexfm'mop

cant should (-ull up the case for action..

The letter shonld mcludo the nsual action on

the remaining claims in the ease, mdzommp‘
what, lf any, rhuns .m-,.zllm\-lhln

Rev, 23, Jan. 1970

f the junior
- patent when
yonse mayv be

cation ‘and

',.1;));110‘“«»1: shonld he

the lmmfvmn;.z clnin op Mfl

mod and

, . i apphcant

not call up the case, the Examiner sheuld
unless the senior party’s patent will
nce there is no period for response

against the ap

n the Examining o Group.

imes happens that the. qpphcatxon of

urior party is not amended and nothing
nrs to bx hg i _to the attention of the -

, patent to the senior
romptly ci
s an unnecessary ha

upon
uid nml\ 5
rliest posqble
e.‘ To rlns end. thL iner should keep
nformed as to the. progress of the senior appli-
the patent with appropriate

nmnths suqnmmnn o

- senior application will
ue within the nest six months.

~oac the conﬁlotmrr claims and elaims not
o uentahle over the senior party’s case shonld
q;znm be =uspended for a period of six months,

rse. if the first suspension was directed
ain claims only and the usnal action was

ven on other clmmq it is necessary for the ap-
~ plieant to make such response as is requlred to
the action on the other (hums ,

_ If. at the end of the first six months’ suspen-,
sion. there is no hkellhood of the senior party’s

}\; phrnm(m heing put in condition for allow-

thm the next six months and the only
: vsnon in the ]umor p.n‘tv case 1='

,ffle(Ll!‘f‘(] , ,
 Ifthe ]umm' .|!‘>])lummn is in issue when tho o
_interference is discovered and, in correspond-

ence under Rule 202, the junior applieant fails

1o make the date of the senior party, the junior -

ithdrown from issue
[Forms in Interferences,”

y and o letter iforming him thnt

ml elnims not

patentable over the werfor W epse ennnot

licant and the case should
rmitted to remain indefinitely among

ed to the L

t ant and the Oiﬁce» ao

the junior: apphmnt nnmedlatelv, .



203 Preparaﬁon for m#ev:ference between ap-f

twm, wggestwn of- for mter,ermwe (a)
Before the declarat!on of nterference, it must be de

i] common '

;each:apphcanon e
_the nature of the disclosu
tions, it is not possible fo ,
mclude ‘a cla1m in identica phraseology to eﬁn

be declared suggest to the parnw such claims as are
necessary. to cover the ‘common invention in. the sam

language. The parties to whom the claims are sug-

gested will be required to make those claims (1 e., pre-
' laims in their applications by
amendmen
days, in’ ,rd, : :
The failure or refusal of any
claim suggested within th

tnvention' covered by. that

extended.
{¢) .The suggeetion of claims for purpose of inter-

ference will not stay the period for. response to an
Office action which may be running against an .appli-
cation, unless the claims are made by. the applicant s

within the time specified for making the claims

(d) When #n app! icant presents a:claim in his ap-
plication (not suggested by the examiner as specnﬁed
In this rule) which is copied from some other appli-
cation, either for purpose of interfereme or otherwise,
he must 80 state, at the time he presents the claim and
identify the other application .

Although the sub]ect of ’suggestmg chlms is

' treated in detail at this point in the discussion
of a prospective interference bet ween applica-
tions, some of the practice here outlined is also 0

ed time, not less than 30

~in the subject matter involved.

to material difference.
_ broadest patentable count the Examiner s

‘avoid the use.

thout suggestion
uires him to “so state, at the

the claim and 1dent1fy the -

’launs to suggest to the |
of great Im-
est such claims as

n 1ssue lea,ds to
confusion 'md to ‘the f

~ While it is much to be desu'ed that the claims
t orm the 1ssue of the

e applications, yet if
in the apphcanona

tisfactorily expr he issue 1t

to. fra.ue a claim

su ﬂg&ted The coun

representative claims an

~ different.
. hetween counts should be one not taught by

‘Stated another way, the differes

prior art, and shou]d have a significant effec
In general, th
broadest patentable claim which is allowable
in each case should be used as the. interference

~ count and additional claims should not be sug-

gested unless they meet the foregoing test as
In determining the
ould

pecific langnage which im-
poses an unnecessary limitation. Claims not
pnentahh different from counts of the issue are
rejected in the '1pph(‘at10n of the defeated party
afzex termination of the interference. ,
The claims to form the issue of the interfer-
ence are suggested to all parties Who have not

already made those claims.

 Where necessitated by the respective dis-

closures, one or more applications may be in-

whed on a clmm which differs from that of

Rev. 20, Apr. 1969




~ parties have the same a

~ interests e rney ¢
ciates will not be recognized to represent e

 parties whose interests are in conflict without the
consent of the other party or in the absence of special

ces requiring such representation, in

edings before the Patent Office involvin
pplication or patent in hich the co

ven though
y one party. Nota-
hom thi

 111203.) The a

.is not called to the :
nterference is set up and.
notifying the Examin
explained in section 11

1101,01(1) Suggestion of Claims, Ac-
-~ tion To Be Made at Time

| of Suggesting Claims
At the same time that the claims are sug-

gested an action is made on each of the applica-

tions that are up for action by the Examiner,

~whether they be new or amended cases. In this
way possible motions under Rule 231(a2) (2)

and (3) may be forestalled. That is, the action
_ on the new or amended case may bring to light
patentable claims that should be included as
~ counts of the interference, and, on the other

hand, the rejection of unpatentable claims will.
_ serve to indicate to the opposing parties the

position of the Examiner with respect to such
claims. .
The Examiner is required to inform each

applicant when the interference is declared -
what claims in his application are unpatentable

“over the issne. There would seem to be no ob-

jection to, and many advantages in, giving this
information when suggesting claims.

Where in a letter suggesting claims to an

applicant for interference, the Examiner states

that none of the ¢laims in the case is patentable

Rev. 20, Apr. 1069

‘not less than

_ entable thereov

110

time specified. However, if the sugg

: s are sugge
riod determined by the Exami

the applicants fail to

laims suggested to him,
fied, all his claims not pat-

- rejected on the ground

‘that he has disclaimed the invention to which -
they are directed. If applicant makes the suﬁ- .

. gested claims later they will be rejected on the
th parties  same ground unless the delay is satisfactorily
 explaine f '

ainec ,,,‘(S;ee“sécti(m"706.03(11)‘.)
lﬁl(n)  Suggestion of Claims
After Period for Re

_sponse Running Against

Case [R-20]

If suggested laims are made within the time

specified for making the claims, the applicant
‘may ignore other outstanding rejections in_the
* application. Even if claims are suggested in
“an application near the end of the period for
_ response running against the case, and the time

limit for making the claims extends beyond the

- end of the E)e'.riod,‘such claims will be admitted
if filed with

i in the time limit even though out-
side the period for response (usually a three

~ month shortened statutory period) and even
~though no amendment was made responsive to
* the Office action outstanding against the case

at the time of suggesting the claims. No por-
tion of the case is abandoned provided the a

plicant makes the suggested cfaims within the
ed claims
are not thus made within the specified time, the
case becomes abandoned in the absence of a

_responsive amendment filed within the period
for response.  See Rule 203(c). G

Suggestion  of Clauns, ,
Application in Issue or in
Interference T

An applieation will not be withdrawn from

1101.01(0)

issue for the purpose of suggesting claims for

an interference. When an application is pend-

s set for reply. See



rom issue,

mterfereﬁce dec ’
p D:

re not copzed in the. "

, xssue, lt ms
ithdraw it from issue f

jecting other claims on

- resulting from the fail

‘the appropriate
R-...)}‘~ s

c]a;ms. us form at

sue to an appl
ing before him. the case
- the purpose
, ed claxms o

1s pe
not be thhdrawn fo

in the time specxﬁed by the E miner.
letter sug qtmg claims should
Group Director for approv,
, ither of the above
; Ga7ette Branch should
 claim is suggested,
is paid during the tim
claims may be made,
to prevent the issue fe
he Examiner shou

, S| paid. To further insure
gainst the issuance of the application. the

‘Examiner r : in the blank space labeled “

ower right-hand corner of
the initialled request: *Defer

for interference.” The issue fee is not applied

to such an application until the foHowmg pro-

cedureisecarriedout.

When notified that the issue fee has been re-
_ the effective ﬂlmg date of the patent, This shomng must

~ ceived, the Examiner shall prepare 2 memo to

the Issue and Gazette Branch requesting that
issue of the patent be deferred for a period of

~ three months due to a possible interference.

This allows a period of two months to complete
any action needed.
month period, the application must either he
released to the Issue and Gazette Branrh or be
withdrawn from issue, uqmp; form at § 1112.04.

When an apphcatlon is found havm,q claims
to be suggested to other applications already
involved in mterferenve, to form another inter-
ference, the I’rlmarv Iu\mmnwr borrows the Iast

'kbxmtted to

At the end of this two

on] semd the apphca&on
) 0 1llustratzd in §1112.05)
‘llﬂlout as to the additional applica-

ving the interference, to the

mecmemer who wa take_'

204, 20 and 206 quo*ed belaw deal
: fere ce mvolvmg,pstents. L
‘ patenf aﬂidavlt or
ia} Thn fact ﬂmt one
\ obt&ined a patent will not L
hough the Commiesioner

on m a pemn ‘who, in the e

to be the pnor inventor

es.the I&cue and\ .

invention relativ

xpires. voids anv pos-  patentee.

the pphcatlon as a patent

(c) Wheix the etfectne ﬁling date of an applicant is.

= more than three months ‘subsequent to the effective
filing dare of the patentee, the apphcant before the -

terferenﬂ? will be’ declared shall ﬁle two ] .
dmits or doclarations b\ !nmbelf if possxb /and by one
' ed bv documen- L

faoie (’nt‘ﬂf* hxm to an as\ ard of prioritv with respect to

be accom:panied by.an explanatzon of the basis on which

he believes that the facts set forth would overcome the =
effective filing date of the patent. Failure to satisfy the
. provieirmc of this rule may result in sumnmry judg-.
* ment against the applicant under rule 2253 Upon n;jf o
- showing «f sufficlent cause, an affidavit or declarationg .
~-on information and belief as to the expected testimony
of a witna«s whose testimon) is necessnr) to overcome
~the filing date of the patent may be aceepted in lieu of.
- an affidavit or “declaration by such Mtness 1If the ex-’
o nminer finds the vase to be otherwise in condition to"k
_ the declaration of an interference he wxll consider thls'
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by reissue) an app.
ims of the paten

omitted limitation. ‘ ctice 1s less re-
 strictive than that which was followed prior to
adoption of Rule 205 (a) in its present form.
 Where a patent claim is modified, the cou
of the interfe e should be the broader cl

of the inte
ified patent claim as made 1

n following the practice as explained

V. Bf]iss, 1919 C .G.

een a patent and an application but there
> obstacles to the applicant making the exact
hose cases where the clai
ins an immaterial limitatio
olly eliminated or suitably mc
aden the claim, the practice set f

te Card and Card should continue to be

' ROWER THAN PATEXT CLAIM

~ In some cases, the disclosure in the appli-
~ cation, although for the same generic inven-
_tion in fact as the patent claim, is somewhat

harrower than the claim of the patent, Under.
uch circumstances, the applicant should be
rmitted to copy the claim of the patent
exactly as possible, modifying it only by
_ substituting language based upon his own nar-

_rower disclosure for the limitation in the Yatent‘ ,

“showing, as b

Ap be permitted to copy the pat-
ent cia 1hsti

tially to the int

: catio
qf the same |

ppiicant pe
ent IZ aim, modifying it by subst

5-member group for the 6-membe
the patent claim. .~ .
Interference should be declared with the ex-

act patent claim as the count. and it should be

_ indicated that the claim in the ap lication cor- . -
~ responds substantially to the interference count. =

© B. APPLICATION DISCLOSURE

ough for the same tion 1n fact
t claim, is somewhat broader than

‘claim of the patent. Under
' f the applicant presents.
oader claim and makes &

v asserting that his best evidence

Y

A APPLI CATI ON DISCLO ST:RE NAR ‘ ~ lies outside the exgl'ctf]imit of the patent claim,

rference, the application
claim should be u: the count of the inter-
ference and it should be indicated on form PO-
850 that the count is a modification of the patent
claim. If in presenting such a broader claim. the

in declaring the

_ applicant has not made a showing, he should be

required to either make a showing in justifica-

tion of excluding a limitation of the patent claim .

or to copy the exact patent claim. If the appli-
cant then presents a satisfactory showing, the

_ application claim is used as the count of the
~interference as explained above. If the apphi-

modifying it by substituting his
range of 20 to 80 for the range of 10 to 90 n
_the patent claim.

_ Interference should be declare :
__act patent claim as the count and it sho
_indicated that the claim in the app
© correspends O %

ctaim which he can not make. In declaring  1ntc , o
the interference, the exact patent claim should  cant copies the exact patent claim, the patent

Rev. 25, July 1970 12




makes
for

:ﬂ"y,porte‘d by
~ TIn either case

_ thepatentclaim.

ty for including the
terference count, he ma,

group in the patent cl;
TInterference should be

~application claim a

indicated that th

LICATION DISCLOSURE BROAD- |

P CLAIMS |

pmy;'inchidé a ects of both A and
h cases should be appropriately
same general principles outlined

d aspects: -

be pe;rmittéd to pre-
les the range of 20-90,
ould be declared. with a

d the interferenc be de
e of 10-90, and it sl
s

count covering ther

© be indicated that the count isa

v writing the word “phantom” beside the nu
‘ claim and the application

e exact patent

_ claim, the interference sho i
~ the patent claim as thecount.
IL Patest Cramvs 4 MarxrsH Grovp OF !

~ MEeMBERS.

. ‘Application/ discloses a Markush gioul‘)Qf 6
_members, including the 5 claimed i the pat-
ent, there being no distinction in substance be-

~ tween the two groups.

" If there is a satisfactory showing, the inter-
ference is declared with the application claim
~ having the 6-member group as the count and it
ed that the count is a modifica-

_ should be indicat
tion of the}mtent im,
In the a

cant, elects to copy the exact patent claim, the

1d be declared with

hsence of a showing, or if the appli- the
~ redeclaration.

- the interference coun

~may subsequently, if
" made, move under Rule 2
~ which additionally includes the range of 80-90.
Upon the granting of such a motion, the inter- .
ference is redeclared with a count covering’;r the
range of 10-90 and the word “phantom™ ap-
- pears beside the number of both the patent claim :
and the application claim on the notice of

Rev. 22, Oct. 1009




1o patem c!mm

~ may cubaequenth

erence should i ,
, 1tmllv with the exact patent cls
] ‘should be indicated that
ication corresponds
int rferenre count

im in the

s the count ' ,‘

pphcat ion,

rferem'e may lmtnlh' be declared with
ding 2 Markush group

ed in the patent and dis- .

~ closed m the applic his should be indi-

. cated on forn P,O 8.)0’ b

(b) If the ‘merference is deehreu ivxthy

aims of a patent are not
table of counts and claims
sections 1102.0i(a) and
'formuiated on the bas:«r.

: 'udxcate by wrltmg
' ( m) besic ,

paten ‘el‘um, indicate
al Iv), (subst.) or (s) be-
ber of the application claim.

, rethe apphoatmn claim isbroadened

least one respect but is narrower in another
pect than the corresponding patent claim, a
phantom’ count, to be the issue asto the claims
concerned, must be drafted incorporating the

- broadest expmasxom from both claims and must

: _be indicated by writing (phantom), (phant.) or \

{ lp ) beside the number of both cormpondm
aims. In this case a copy of the “phantom

- ‘count must be attached to the form.

exact patent claim : as the count, the Apphcant,"f f

factory showing is
made, move under Rule 31 o substitute a count
whzch mdude !

s mdeclarefi with a "phan~ '
~ tom” count including a Markuzh group of all
7 members claimed in the patent and disclosed

in the appl
in the decision on motion by «*a!lmgaltenhon

tothe fart

ation and this should be indicated

oup w}nch he

 that the count is a “‘phantom” count.

The redeclaration papers will have the word

“phanton;™
sponding claim. Care should be taken

that the corresponding application claim con-
tains only the 6 member g group dx~r~10~e«l in the S

_application.
This count is established onh fnr mterfer
ence purposes and thus provides
which does not restrict either party :
testimony or exhibi
'membon mr‘uded it
tom” count is only for
and cannot otherwise appes
of the cases since it has no-b

5.to_any

nt.
terferernce purposes
; vin either
therein.  Fur-

over the prmr art.

The practice outlined above should e Te-
inventions

stricted  to situations where the
cliimed in the patent and disclosed in the
applieation are clearly the sume, <o that there
is truly an zmvrfvrt-nm- in fact.

ST O G

“situation

ed 15 to the disclosed
Such a “phan-

next to the number of the corre.

7he sure O
, xmmatenai lumtatxon or vunanon

‘ported in the application 0
. makes a. catisfattorv showmg in justification thereof =

section 1101.02(f).

elared with a patent, the &pphcant MUS
apphcatmn mples ot all the claims of the patent whxch' G

'lsubstannally copwd from a. patént,
_tie he presents the claim,
,the number of the putonted daun, and speciﬁcanv',

o npplv the terms of the mpwd vlmm to: hm own d)c- o
elosure, ‘unless the elaim s copwd in response tha

The examiner will call to the '

The result of (1) and (2) will be that *mf
other than a ph‘mtom count, will be iden- |
tical to t aims in the cases beside it on form ,

PO-850 ha\mg 10 indicator. = e
For rejection of pxed patent c]almc see,

Ru!c 2051 nterfcrence u‘:th a patent copymg clmma
from patent,

‘not clem-ly snp-'
the apphcant otherwise

lb) Wbere an appln-ant presents a ‘claim ('opled or:
he must, at -the

suggestion by the Office,

,,'('mumissioners attention any msmnm of the filing of
can application or the presentation of an nmendmeul 0
t}wr,sucha"phanmm count must be lmtentqb]e o i !

Serly enpied.

13

,‘copying or. substantially copying ‘claims from a patent .
- without calling attention to that favt and identnfvmg ‘

- the patent.

Rule 266, Inl(’rf(’r(*m'e with a palwn! claims !mpro;b- :
ta) Where claims are copied from u
patent sud the examiner. is of the opinion that the

applicant can make only some of the claims s vopied :

Rev. 2.2, nm T

_(a) Before an mterference will be de-
present in s "

identify ‘the patent, give



re;ectlon as .
1:%’ an

, ngapp ica-
ai ed m the'

req L :
h ,eﬂ'ec ve filing date of the ap hcant is
er both : oss Tater than that of the pat-
. rhe pqtente ’ el ted pplication, the app] icant must submit an
notation as to ow TS}UP S 'or declaration that he made the inven-
L ~tion prior to the ‘ﬁ3 s . '
1 ‘opendencv

n, t! lpphc:mt :
o submit a showing by ¢
in; t one bs,
1ess, and ‘
g f : 'tsa dmrcunrtanceswhlch ;
i prn\'en by 1t tim ' ql\en in due mur\
\‘ould provic fliel
mm'lh to}nm\ th

lassified ;
' which Group should dec

shou]d e re‘solved by gr em
i : ' 'ubnntted

~ termine whether o1 nut‘ h tee is entitled to
. the ﬁlmg date o earli ymestic or formgn
_ application. A etermination that a divisional

'lng C]alms From a mntmuntmn relationship i acknowledged i1
~ ' ; : sufficient for thi

[R~22] : ' “to a pt‘ it application thus men:
' Tn the case of a foreign qpphcatmn]
will not be made unless

cant in copying claims of a patent which has the necessary. %"‘IW (Rule 55(b)) are already

ome to h]g aftentmn through clta ion m zm . of record in the file. including a sworn tram-
o lation of the foreign .\pphcatmn if it is not in

It in copying n “elaim from a pa ¢ an ~ the English language. Where the bmwi t of
_error <‘-3'mtroduced bv the apphmmf the Ex-  sue h earlier wpphmtmn is then ncer ,

large. proporhon of interferences thh a 3
atent arise through the initiative of an appli- this. d(‘“’l‘m""‘“m‘

RM’ 2‘2; ()M 1‘169




anied b} an expl' nati

: of the shmw. Ing as

 If duplicate copies of :

_declarations, or exhibits are ¢
rw ill notlfw, the a "pf '

hi

effective ﬁhng date of the patentee :
uch a date, the deﬁcxencv ould be pomted out
‘ ected on the patent

If such an ‘allegatxon is present and the mter-
o ferenc is otherwi proper, the Examlnel wxll"

Rev, 22, Oct, 1969
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that the showxng rela
o dlﬁ'erent haracter fro

If the ﬁhng date of the patent precedes the,

filing date of the application and the patent is
not a statutory bar against
claims of the a i

the patent. If it ap

is claiming the same invention c
the patent and that the applicant

make one or more clai the pate

ment should be included in the rejection th
the patent cannot be o by an affidavit
_ or declaration under Rul 1‘3 t only f rough

'the appllcant,
presents an affidavit or decla

131, the case should be consndered special, one I
t

he applicant clearl} o ,
‘observed or circumstances observed, such as

| o]alm of the patent w
can make should be
should be made refusin

ted, and an action
) accept the affidavit

or declaration under Rule 131 and requiring the

~ applicant to make the Selected claim as well as
~_any other claims of the patent which he believes
find support in his application. If necessary, the

applicant should be required to file the afidavit

an apphoanr attempts to overcome a patent by
means of affidavit or declaration under R];ule

131, even thongh the Examiner has nnt made

a r(']echon on the ground that the same inven-
tion is claimed in the patent, the claims of the
patent should be examined and, if applicant is
claiming the same invention as is claimed in the
patent and can make one or more of claims of
the patent, the affidavit or declaration under
Rule 131 should be refused, and an action such
as outlined in the preceding part of this para-
graph should be made. If necessary, the require-
ments of Rule 204 should be specified and a

phcatlon, the
” cted on

. far'mm in the determmanon of the question of

, mary Etamme" or
i erence they will be
o Board ofP tent Interfere

rima facie enht}e ap licant to an

oawy .u'd of priority relative to the effective filing
_ date of the patentee, an order will be issued con-
_ currently with the notice of mterference, requir-

‘1ppluant to show cause why summary
should not be rendered against. him.

itiona] affidavits in response to such

not be considered unless justified by a

under the provisions of Rule 228, and

applicant responds the patent tx‘nll re-

from the applicant a copy of the response

; ?fom the Patent Office a copy of

1 showing (Rule 228), and will be
preqent his "1ews \nth respect‘ »

“hlch ‘the aﬂiants performed or

structure used and results of use or test except
on a proper showing as provided in Rule “M@ ).

Statements of conclusion, for example, that the

- invention of the counts was reduced to practice.

_are generally consxdered to be not acceptable.
Tt should also be kept in mmd that documentary

or declaration and showing required by Rule exhibits are not self- -proving and require ex- :

~ 204. In making this requirement, where appli-
“cable, the applicant should be notified of the
fact that the ‘patentee has been accorded an
earlier effective filing date by virtue of a patent
~ orforeign application. A time limit for response
~ should be set under Rule 203. In any case where

~ planation by an affiant having direct know]edge -

- of the matters involved, However, it is not nec-
essary that the exact date of con(eptlon orre-
;durtxrm to practice be revealed in the affidavits
_or exhibits if the affidavits aver observation of =~
_ the necessary acts and facts, including documen-

tation when available, before the patentee 3
effective filing date. On the other hand, where

reliance is pl.u‘ed upon diligence, the afﬁd‘wxh
and documentation should be precise as to dates
from a date just prior to patentees effective

ﬁlmgdatc
The showing ~]muld rel.tte to the essenha:

priority of mventlon as set out in 35 USC
1()-),( c)..

5. The oxplanatlon requu'ed by Rule 204( c)
shrmld be in the nature of a brief or explana-
tory remarks accompanying an amendment, and
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same invention as

 conducted with a junior applicant who is to

 Date Late

~ Application
f n patent, havin,
e filing date of an

plication and if the application claims the
as that claimed in the patent
so that a second patent could net be granted

without interference proceedings, the patent
~ should be cited and one claim of the patent
~which applicant clearly can ‘make should be
~ selected and the applicant should be required = % %o o : MCHL LG S, ;
' to make the selected claim as well as any other entitled under the law without an interference,

ke the selected claim as well 45 a3 O or the Examiner may be led into majing 45

claims of the patent wh
support in his application.

f an application claims an invention pat-

~ entably different from that claimed in a pat- |
- ent, which discloses the same subject matter as -

that disclosed in the application but which has
a filing date later than the filing date of the -
t could be -

application, so that a distinct pat

granted to the applicant without erference

copy the claims of the patent.

1101.02(¢) Copying Claims From . |
. Patent, Difference Be-
tween Copying Patent

Claims
[R-22]

from a patent differs from the practice of sug-

respects: v

become involved in an interference with a pat-
ent but, instead, an affidavit or declaration under
Rule 204 is required. S '
(2) When a question of possible interfer-
ence with a patent arises, the patent should be
cited, whereas no information concerning the

source of the claim shonuld be revealed when

a claim is suggested for a prospective inter-
ference involving only applications.

Rev, 22, Oct. 196D

' ﬁxig date_,]:ifér’ than
plication, dlse!oses the 70
e subject matter as disclosed in that ap- .

" made had he been in possess the fa
 Rule 205(b) therefore requires the Examiner
to “call to the ‘Commissioner’s ‘attention any

The practice of an applicant copying’(‘:]a‘ims',' :

gesting claims for a prospective interference
involving only applications In the following

1) No correspondence under Rule 202 is

y an applicant fron
he patent claims by the

ied
differ from ! : ,
immaterial limitation or vari-

applicant can not make orupon o

showing (Rule 205(s) ). whereas |
ed for an interference between

ttornev or agent jts a claiim

~copied or. ubstantially copied from a pateat
_ without indicating its origin he may be deemed

to be seeking. obviously improperly, to obtain

" a claim or claims to which the applicant ismot

action different from what he wouid have

sion of all the facts.

instance of the filing of an application or the

~ presentation of an amendment copying or sub-
stantially copying claims from a patent with-
9ut\1ca1]in'g‘ attention to the fact and identify-
‘proceedings, the patent should be only cited to M8 the patent. . an e

the applicant. Thus, it is left to the applicant
to determine whether he wishes to and can

v

1101.02(¢) Copying_Claims From il
~ Patent, Making of Patent

~ Claims Not a Response to

‘The making of claims from a patent when

1778 ent ' ot required by the Office does not constitute a
and Suggesting
Claims of an Application

response to the last Office action and does not
operate to stay the running of the statutory pe-

~ riod dating from the ‘unanswered Office action.
' The declaration of an interference based on
" such claims before the expiration of the stat-

_ utory period. by operation of Rule 212 stays
" the running of the statutory period. i

1101.02(f) Copying Claims From a

Patent, Rejection  of
 Copied Patent Claims
o [R22}
RrsecTION NoOT ArpLICABLE TO PATENT

When claims from a patent are made, the
application is taken up at once and the Exam-
iner may reject such claims in the application
if the ground of rejection is not also applica-

" ble in the case of the patent. Examples of

176




or substantially the same subject mat

- claim of an issued pate ]

~ any application unless

prior to one year.

patent was granted.”
It should be noted that

mitted to copy a patent

 period if he has bee 'claim.ing:"fsubstantiailyf”7
_ the same subject matter wi

See Thompson v. Ha
USPQ161;InreFre
99: Andrews v. Wie
USPQ 27; In re Tanke et al

102 USPQ 93 ; Emerson v. Beach, 1955 C.D, 34
103 USPQ 45; Rieser v. Williams, 118 USPQ
96; Stalego et al. v. Haymes et al, 120 USPQ

473.

that one or more of them

e not patent
one other is, the Ex:
ate the interference
sidered p
others, leav

 rejected claims.

~ Where all the claims copied from a patent
are rejected on a ground not applicable to the

patentee the Examiner sets a time limit for
reply, not less than thirty days, and all subse-
quent actions, including action of the Board
on appeal, are speecial in order that the inter-:

ference may be declared as promptly as pos-
sible. Failure to respond or appeal. as the
case may be, within the time fixed, will, in the

absence of a satisfactory showing, be deemed a
‘disclaimer of the invention claimed.

~ While the time limit for an appeal from the

final rejection of a copied patent claim is usu-
ally set under the previsions of Rule 206, where
_ the remainder of the case is ready for final
_action, it may be advisable to set a shortened
~ statutory period for the entire case in accord-
ance with Rule 136. T
" reply under Rule 206 and a shortened statutory
~ period under Rule 136 should not be lost sight

of. The penalty resulting from failure to reply
within the time limjt under Rule 206 is loss of
the claim or claims involved, on the doctrine of
disclaimer, and this is appeaiable; while failure
to respond within the set statutory period (Rule

176.1.

cordance with lgule 206

~sixmonth statutory period.

hin the year limit.
1946 C.D. 70, 68
. 362,86 USPQ
D176, 93
25 \ithin the time limit set or a reasonable ex-
~_tension thereof, an amendment presenting 1t
 thereafter will not be entered without the ap-
- proval of the Commissioner. :

_applicant

, where more
m a patent, and

e to applicant and at least
iner should at once initi-
the claim or claims con-
table to applicant, rejecting the
g it to applicant to proceed under
Rule 231(a)(2) in the event that he does not

: ; e even A ! _ened period for the entire case, but where un-
acquiesce in the Examiner’s ruling as to the

- avoidable, it should be emphasized in the Ex-
~aminer’s letter. Bl :

_ to a rejection or an appeal from the final rejec-
~ tion of the patent claims will not stay the run-

an unanswere
time of reply or appeal, nor does such reply or

_ reached in its regular order.
- Where an Office action 1s su

‘The distinction between a limited time for

-results in abandenment of the entire ap-
tion. That is not appeaiab!

elated response after th imit set in ac-

the next paragr: , ;
under Rule 136 period, no matter
ruse, results in abandonment. How-.

ever, if asked for in advance, one extension of

; be granted by the Examiner,

either period N
ension does not go beyond the

provided that
patent claim is 'sﬂgg%tedjto an

 Where im
‘the Examiner for t

establishing an interference and is not copied

_ The rejection of copied patent claims some-
imes creates a situation where two different
periods for response are running against the

- application—one, the statutory peried dating
from the last full action on the case; the
_other, the limited period set for the response
to the rejection (either first or final) of the =

patent = claims. This condition should be
avoided where possible as by setting a short-

.

In this connection it is to be noted that a reply

ning of the reguiar statutory period if thereis
Office action in the case at the

appeal relieve the Examiner from the duty of
acting on the case if it is up for action, when
V tion is such as requires the
setting of a time limit for response to or ap-

_ peal from that action or a portion thereof, the
 Examiner should note at the end of the letter
the date when the time limit period ends and
~ also the date when the statutory period ends.
Sce§ 710.04. o - |

REegrcrioN APPLICABLE TO PATENT AND
o APpPLICATION

If the ground of rejection is applicable to

~ both the claims in the application and the claims

in the patent, any letter including the rejection
must have the approval of the appropriate
Group Director.
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le. Farther,a

1e purpose of




. lon,«_r the procer‘utlon of hise

‘of Application
o Annlncatlon s Allowe:

~ An amend sontmg a patent clai
an applicat
and prompt
had been clo:

final rejection

or by appeal, such amendm nt i not entered as a .

matter of right.

~ Aninterference may: sult
 copies claims from a '
basis for fi ection. Where this occurs, if

the rejec

Board of Appeals should be notified of th

withdrawal of this rejection so that the : appea
. may he involved claims.

 of the application is
atent claims relate toan
o it claimed in the ap-

~ plication, entry of the amendment may be de-
(Ex parte Shohan, 1941 C.D.1;5220.G.
Admission of the amendment may very

vention distinct from t

. nied.
501.)

~ properly be denied in a closed application, if

_ prima acie, the claims are not supported by ap-
_ plicant’s disclosure. An applicant may not have
rting atent claim which he

has no right to make as a meansto nenpen or pro-

ArTER Noncm op AwaVchz

When an amendment which includes oie or

 more claims copied or enbstantially copied from

_a patent is received after the Notice of Allow-
ance and the Examiner finds one or more of the
claims patentable to the applicant and an inter-

ference to exist, he should prepare a letter [see
Tatter Form § 1112.04], requesting that the ap-

71101 03 Ren

in issue is usuallv adm ted :

question has been appealed, the

. See § T14. 10(4) i

Not tif 1 2

PO 241 if the entire amendment or a portmn b
amendment {including all the copied
is refused. ,The folluwmgoreqmva]e}!:t .

“Entry of clmms i
mended because {

withdrawal of
- not deemed ne

When there are of record in the file,’ o
 vits or declarations under Rule 131, 204(b) or
i t '204(0) they should not be sealed but should be
icant
nt Whlch ‘provided the

eft in the ﬁle for c~on<1demt10n by the Board
iners. If the interference

1ese aﬂidwlts or declara-

and sealed up by the Serv
ard of Patent Intel ferences .

‘md 1etamed mth the interference.

 In the event that there had been correSpond

’ence under Rule 202, ‘this should be obtfuned

aw Exammer and left (uneealed) in

an opposing party to an interference when the

preliminary statements are opened Ferns Vool

Tuttle, 1940 C.D. 5: 521 O.G. 523.

The now opened affidavits or declaratlons '

filed under Rules 131
turned to the applic ation files and the affidavits

or declarations filed undel Rule 202 filed in the
'mterferem‘e ]Acket , e

1102 Pr,eparahon ‘of o interfé’rEhICe
Papers and Declaration [R—22]

: Rule 207, Prcparan'on of interferencc papers and
declaration of interfercnce.  (a) When an Interfer-

‘ence is tound to exist and the nppllcatlons are iu [

Rev. 22 Oct 1969

4, as well as an 1ﬁidax it or declaration un;&el s
~ Rule 202 (which never becomes of record in the
_ application file) are av ailable for inspection by

1 and 204 may then be re- L



~ of the time for Ali
' (3) For filing motions under rnle 231. not Ie~= than :

o each opposing rty b serial number a
' ofa patentee by the number tmd date o

shall also specify the issue of ‘
v' .

-

shall so state. A S
this section, the notices S
times for taking various ac

(1) For filing the preliminarv <tatements reqmred -
by rule 215 and serving notice of such fil ng ‘not lees

~,than 2 months from the date of declaration

.. (2) For each partv who files a prelun narv =tate- i
" ment to serve. 4 Cop3 thereof on each opposing partv, :

who also ﬁleﬂ a prehmmarv statement as reqiired by
rule 215(b) not less than days after the »‘xpx"anon
prehmimry statements. ..

4 months from declaration.

(¢) The not
by the patent erf' renoe examiner to all the pameck
in care of their: attorneys or agems a. copy of the‘
notices will also be t/the patentw‘ in person and
the patent in ,interf ence has been assign
ﬂ@Slgnees ‘ i : R % e

(d) When the n(m(e

the parties resides abroad-and his agent m zhe United
States is unkmwn addltmnal notice may. be gu en by
publication in’ the

time as the Com er may.direct.

(e) In a case where the: showing rcqmred by rule o
~204(c) is deemed m‘mﬂicient (rule 228) the potice of

interference will mot set the time schedule specified

i paramph b3} of this soctlon but will be accom-

panied by an order to show cause by the Board of
Patent Inteferences as provided by rule 298,

Rev. 22, Oct. 1969

: ffp‘u'tv
. terference and seniorin the other.

of interference Qhall bhe fam'arded',f

cial Gazette for sunh pern ‘ofr '

1102 01(a) Imtnal Memorandum to

 no. partv :hou‘d be made junior as

1) ’1'}’

to some counts and senior as to others, but that

two interferences should be set up making the
with two applications junior in one in-

interference should be ueclared o
arty to the mrerferena is not

ount
- (3) Tha

rer the junior the latter appli

ed directly in the interference. Jeaving the
nt to gain such benefit as Le may from
or application e}ther by motion fo shift

en of proof or by mtroducmv the
ntm the interference as evidence.”  (In

ation of Interference Nos. 4 (‘ 5
366: 1026 C.D. 75: 330 0.G. 3.)

Initial Memorandum and the files to be >

mvo]\ed are forwarded to the Interference
Service Branch. Any correspondence under

Rule 70-2yahould be obtained from the Law e
Examiner o

ind  forwarded with the other

vof afidavits or declarations of
rlier a pphcatwlh the benefits of .

W hl(‘h is ac ccorded a party by the Examiner in
_the initial memorandum.
‘-ukno“ ledged in the Declaration papers.

Such cases will be

b) requires inclusion of the name
e of any assignee in the declaration
~efore, a recent title report on all the

~ applicaticis and patents Inv: olved should be
, ' ~ obtained by the Examiner and forwarded with
ent: in the interest of a patent'

are returned to the Office undelivered, or whw one of ¢

the other ps pers to the Board of Patent Inter-

ferences.
The mform'ltmn to be mcluded in the 1mtnt- :

mg menmmndnm is cet forth below :

the Board of Patent Inter-
[R-16]

ferences

" The initial memordtidﬂm to the Board of

Patent Interferences is written on Form PO-

. hére an apphmnt puts identical
 claims in two applications by virtue of one of

~ which he will be the senior arty and of the e

ication should be .

.08, This same practice ob-




& A ; I'HL i
) require a minimum of

_ the Examiner and typing should 1
" not found.verbat
“the last sentenc

ber, and fili
an application :
quence of the listed appli
mmaterial.  If the Examiner has
,, ‘a party is entitled to the benefi
f the filing date of one or more application
(or patents§ as to all counts by virtue of a con

_ tinuation-in-part relationship the blanks pro-
" vided on the form for indic‘ating'./ ho E

 be filled i

to

a party isen-

t will be accorded the bene-

pplication on the form PO-850

p ‘, ;
notices only if he has filed the

_ papers required by Rule 55, including :a}’prm ;

translation. and the Primary Examir
‘termined that he is in fact entitled to
~ of such application. A patentee may be ac-

rded the benefit of the filing date of a foreign .
n in the notice of interference pro-

» has complied with the requirements of

has filed a sworn translation, and the -

“Examiner has determined that the

patented claims involved in the interference -
are supported by the disclosure of the for'elgn.
PO-

-

application. This should be noted on form

850 (see § 1101.02(a)). Theclaimsineachcase
which are unpatentable over the issue should be
indicated in the blanks provided for that pur-
pose. The Examiner also must furnish a table
showing the relation of the counts to the claims
~of the respective parties in the area provided in

the form as for example: , -

Jones Smith
2
3(m)
5

6(m)

The indication of claims in each case which

are regarded as unpatentable over the issue is

based on the decisions in Votey v. Wuest v.
Doman, 1904 C.D. 323; 111 Q.G. 1627 and Earll

' tention to cases i

~ Exami

Green

he parties notice 0 what claims the Exam-
ner considers unpatentable over the issue, it

avoids the inadvertant granting of claims to the
losing party which are not patentable over the

ssue, but which are not included therein, and
vill probably result in fewer motions under
ule231(b). o :

‘In carrying out the provis

- Examiners, when forwarding:
- orandum to the Board :

randum, call their
which two of the parties ax
e same attorney, in lieu of

will in a separal

represented by

~calling the matter directly to the attention of
the Commissioner. The Patent Interference

when mailing out the notices to the .
nd their attorney will advise the par-

the attorney that the attorney will not

L T ,fUﬂher as representing either par- '
_ty in the interference or in the inter: ' N
~unless he shows that he is entitled to

to represent either or both parties as provided

by Rule 208. The Patent Interference Exam-
‘iner will also call to the attention of the parties

nd the attornev the requirement

ntence of Rule 201(¢c).

.

of the second

~In an interference involving a patent, if the
_ Primary Examiner discovers a reference which,
" in his opinion, renders a count obviously un-
_ patentable. action should be taken in accord-
ance with §1101.02(f)., ; o

~ If one or more of the counts are claims of an

iinvq]vgd patent modified to be broader than the -
_corresponding patent claims, the word “modi-

fied” or “zubstantially” should appear in paren-

 theses after the corresponding claims of the
‘patent in the table of ciaims. In other situa-
tions where exactly corresponding claims are

not present in the applications and patent con-
sidered to be interfering, see the guides and
examples set forth in §1101.02 as to the
proper designation of the relationship of the

claims to the counts. In any event, where one

of the parties does not have a claim correspond-
ing exactly to the count, the Examiner should

_indicate by the word “count” and an arrowv

Rev. 25, July 1070




ions,
ch count should.

tes as meaning of the

“dependent counts cannot be
avoided, as ‘
‘a patent where one of the count
aim, the count may likewise
he count corresponding to t in
he dependent claim is founded. It
dependent claim may be the sole cou

Declaration of Interference ,

i [3425,] ;

The papers necessary in declaring an inter-

ference are prepared in the Interference Service
: The notices to the parties and the
~ declaration sheet are signed by a Patent Inter- ‘
ference Examiner, who institutes and declares

" the interference by mailing the notices to the
several parties to the proceeding. Thereafter
_the applications and interference files are kept
in the Service Branch where they.are also re-

‘Branch.

corded inacard index.

If an application that has been made speciﬁl '

by the Commissioner becomes invoived in an

interference, the interference will be made spe-
cial, provided the prosecution of such appli-

_ cation has been dilizent on the part of the
applicant. See §70801. i

1103 Suspension of Ex Parte Prosecu-

~_ tion, Full or Partial [R-25]
©Rule 212, Suspcn'alo‘n of ez partc prosccution. On
declaration of the lntyérferem:e. e‘x'm'r,te, prosecution

ot an application Is suspended, and amendments and
_other papers received during the pendency of (he in-

terfercnce will not be entered or considered without
. the consent of the Commissioner, except nsprovided

proseeuticnns to specified matters may be continned

with the consent of the Commigsioner.

Rev. 25, July 1070

in the case of an interference with
: %
e

t“h‘e‘, :

by these rules. Proposed amendments directed toward
the declaration of an interference with another party
ievill be considered to the extent necessarg. Ex parte

mary

copcurrently. with the interference, on order from .or

saIne in' 3E OF 1Ssi
ims with the appl
’ see §§ T09.01 and 1111

[R-25]

. Jurisdiction of interference.  1a) Upon

titution and declaration of the interference, as

rule 207, the Board of Patent Interferences

~ The declaration of in erference is inade when .

he:Patent H_terfe;"eiiéé Examiner mails the
interference to the parties. The in-

_is thus technically pending before

d of Patent Interferences from the -

1 which the letters are mailed, and from
ate the files of the various applicants are
to inspection by other parties. Rule226.
ughout the interference, the interfer-
apers and application files invol ved are in
keeping of the Service Branch except at
such times that action is required as for decision

~ on motions, final hearings, appeals, etc., when

: they are temporarily in possession of the tri-
~ bunal before whom the particular question 13

pending. L

If, independent of that interference, action as
to one or more of the applications becomes neces-
sary, the Examiner charges out the necessary

~application or applications from the Servive

Branch by leaving a charge card. It 15 not
fm‘eseen‘,t?x'. t the Primary Examiner will need
to take action for which he requires jurisdiction
of the entire interference. However, if circuni-
stances arise which appear to require it. the Pri-
Fxaminer should request jurisdiction
from the Board of Patent Interferences.

The Examiner merely borrows a patent file,
if needed, as, where the patent is to be involved
in a new interference.




s bmed on prxor art,serv-

mcmde copxes of «11(‘1

1ts, Each st
to “hv a connt propoaed to be added is

is preferable to the orwmal munt ‘must demomtratp T 3
patemabxhtv uf the count to all parties and must dppl¥
‘ iny lved apph(atiom except

“an appn(atwu in whic
(3; To subsutute any r»ther apphcatmn omxed }
ue, ur to declare an addx-
hcatmn

o mvnlwd inthe mrerfen nee and inan ()pposmg pdrt\ 8
application or p‘xtem in the mtorfere nce which -hou'cl
“be'made the basis of mterfereme w 1th such other parn
Complete copies of tlm (ome»nn of such other appliciu-
tion, except affidavits or dec ldmtmns under rules 131,
202, and 204, must be served on allother parties and the
Cmotion must-be .xu'nmxmmm! by pr(mf of such service.

“(4yTo be accorded the benefit of an earlier applic
Stion or 1o attack the benefit of an earlier application
which has heen vecorded to an opposing party in the
notice of declaration. '

(53 To amend an involved um»lu'nmn by adding or
removing the names of ‘one 6r more inventors as pro-
vided i in rule 45,

th) Each motion must contain a fli ~?at0m¢ nt of
the grwmds therefor and regsoning in support there-
of. Any. oppmmnn 1o 2 motion must be nijed within
90 alavs of the expirntion of the tiue xet for filing
motions and the moving party may, i he dexires, file

pdding the cla

time speuﬁc 1. ot upon the f*r‘mtmg of: al

. stitute : i
~“of the time for filing any new prehuun&.r" ~mz(ment~ :

ﬁpmmhan Mthin da _ot the date
: m@ly “

» 20 days of the expir
motions. %ervice an 0pmwmg parties of
to amend whwh is _based on
L In

ade with;a 0 dayi from

ne att of the pnm.ny on on motion
on W as mcorporateu} :r the dnte of
otice to ‘he Ziﬂ?{leb of me, !

”endméut :
on to the apphmhun con
cerned if such

(d) y per motmm as spe( m»d in wmgmph (2)
be frans-
iner with-.

k ,tmn urgea unpatentabllltv of a2 cuum o cne o

“which. would be revlewable at ﬁ.All he'lrln

nterferen »t“ (*en an upplxcatxo'x and
rmr art ox’ re( ord m the patent ﬁ}e may te refex‘red

(f) L p«m the gmvtmg or a motx n to arend and the
adoption: of the mxms by the uther p.x- within.a
o’ to sub-

nother ‘gpplication; and afrer.

r.shall -lare ytlw

a parent inte rference examiner
erferences

interference or shali declare such other
as mayv be necessary to include said clai A prelim-.
inary statement a< to-the added clal ne=] not be
filed if . party stoates ‘that he intends torely on the
orxg,u.ll statement an :d such a declaration a5 10 added
claims necid uot be signed or sworn to'by th ;xm*ntur
in person. A sem’;nd,mnv for filing motiecr
set and subsequent ‘motlons with respect. to matters
which have. been onm-‘(mhldorcd by t*m '
aminer will'not-be ¢ons dm‘vd

An interference may De enlarged or
ished both as to counts and. fthalu
volved, or may be entirely dis olved. by ac
taken under Rnh- 231 “Motions lmfnrp thie prl-':
mary examiner” or under Rule 247 Dissoln-
tion at the request of examiner”. ‘action

may lm a substitution of one or moere COUnts, . -

the addition of countsor dissolution as to one or
more connts or as 1o all connts,a chargr re in the

.1pp11«*mmn by addition, substit ntion, or d
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in'th at applLLa— i

willnotbe o0



Or-cas*onalb the entire sub}es.t matte f

: been ran-ferred  to a
other Gmup Iwetwee, &
‘interference and the

mitted for consider:

_after the second Group has agreed to take the

case, the Interference Service Branch shou
be. notxﬁed so that qpproprntw nges I
,,,be made in their record

o 110.) .01 Briefs and'Confuderatlon of o

[R—2a]

Motmns ‘

filed thh
“able. U nder
twenty davs from the e ,
filing motlons for filing an. opp(p

o :
tion, and the moving party may filea reply brief
such opposition

~within fifreen days of the date
s filed. If a motion to dissolve is filed by one
party the other parties may file a motion to
amend within 20 days from the expiration of
the time set for filing motions an
“times for opposition and reply brief
with respect to ]

 motion. :

. After the etpn‘atlon of the time for filing a
reply brief. motions filed under Rule 231 are

rference Examiner - g
oper niotions, will

exammod by a Patent
who, if he finds them tc
transmit the case to theuPrxmdr‘» F\‘mnner for

consideration of the motions with an indication
of such motions as are improper under the rules

“and which should not be considered if there be
any such. No oral hearing will be set. The
 Primary Examiner should proinptly render a

decision on each mntlon tranmntted by the
The decision

must_include the basis for any lom,lusmns .

Patent Luterference cxaminer.
. ved at by the Primary Examiner. Care
m }be takvn to specifically identify whic
limitations of a count are not “supported, or the
portions of the .spemhmtmn which do provide
support for the limitations of the rount when
necessary to «lemdo a motion. Iho‘ Sxaminer

Rev. 25. July 1970

i ‘Motions to dmsolve ont,

the same

ﬁlmg date of the lqtter,/f" -

essity for consultation. If =
" not made the

' 110.) 02 Doclsmu on

: 111
: pphcat;on,

'«\I tions to dlssalve on. he ground that one
rzgl“ to make the

'of no inter-
ference in fact,
Motions to convert an applica non toa dlﬁ'er :
_ent number of inventors, :
Motions to substltute or invo
, mterference v

Reque=ts should be made 10 the Patent Inter-
ference Examiner for the assignment of the
Board member consy ted. The con-
sultation will ; ornn]h‘ be at t‘le offices of the

) The an‘n\
ge

L:-phone.
or to involve another ﬂr)y}:nnon ‘the Patent

, Imerfereuce Emmmer will examine any oppo-

v have been filed and if the

to make the proposed counts
! ‘raised thereb\ e will indi-
etter: tmnamxtr ng motions the nec-
; h indication is
‘will be no nece ty for consulta-
tion unless the Primary Esaminer from his
own eonsideration concludes that one or more
parties cannot make one or miore of the pro-
prnad counts. In this caze he should inquire
of the Patent Interference I- X nmner asto which
m?mb(-r to mn%u]t 0

n ! o‘tkio‘n_To Dis-
[R-25]
I v vho granting of a mot: on o (hceo]ve, one

v parties may be eliminated from the
interference; or cerfain of the counts mny ho

solve

se of motions to amend



e ez part‘e action then taken in eacl rejecte
lication should conform to the practice
orth hereinafter under the head
After Dissolution” (§1110). $
with respect to listing reference\ dxscussed in
‘motion decision.
 With respect to a motion to dassolxe on the
ground that one or more parties cannot make
one or more counts it should be kept in mind
that once the interference is dissolved as to a
“count any appeal from a rejection based thereon

is ex parte and the views of other partles in the

interference will not be heard. In order to
preserve the infer partes forum for considera-
_ tion of this matter a motion to dissolve on this
_ ground should not be granted where the deci-
_sionisa c]ose one but onl) where there is clear
 basis for it. -
. It should be not‘ | that if all parties
agree upon the same ground for dissolution,
which ground will subsequently be the basis for
rejection of the interference count to one or
more parties, the interference should be dis-
solved pro forma upon that ground, without
regard to the merits of the matter. This agree-

‘ment among all parties may. be expressed in the :
rs, in the briefs, or in papers di-

motion pa
_ rected solely to that matter. See Buchli v, Ras-

_mussen, ‘339 0.G. 223; 1925 C.D. 75, and Tilden

v. Snodgrass, 1923 C.D. 30: 309 O.G. 477 and
Gelder v. Henry, 77 USPQ 223,

Affidavits or declarations re]atmg to the dis-
closure of a party’s application as. for example,
on the matter of operativeness or right to make
should not be considered but afiidavits or decla-
rations relating to the prior art may be con-

_sidered by amlogw to Rule 132.

_ If thers is considerable doubt as to whether
or not a party’s application is operative and it
_ appears that testimony on the matter may be
useful to resolve the doubt, a motion to
dissolve may be denied so that the interference
may continue and testimony taken on the point.
See Bowditch v. Todd, 1902 C.D. 27; 98 0O.G.
792 and Pierce v. Trlpp v. Powers, 1923 C.D.
€9at72,3160.G.3.

Where the effective date of a patent or pub-
lication (which is not a statutory bar) is ante-
dated by the effective filing dates or the alle-
gations in the preliminary statements of all
parties, then the anticipatory effect of that

_stage; in the ordina

n their applications, if necessary, and also sets

For form see § 1112.04.

183

: on need not be eonmdered
v the Examiner at this time, but the refer-
d be considered if at least one party

; tedate its effective date by his own
filing date or the allegations in his prelimi-
' state . See Forsyth v. Richards, 1905
) G 1327 and Simons v. Dunlo

g mohon: 1mder Rule ‘)31( a)
the Exammer should not be misled by citation
of decisions of the Court of Customs and Pa
ent Appeals to the effect that only priorit

illary thereto will ge

: and'that patentabthtv of the counts will ni

be considered. These court decisions relat
only to the final determination of priorit
after the interference has passed the motion
_case a motion to dis-
ntability of the count

solve may attack the
i d to matters which are

and need not be ]
ancillary to priori

1105.03 De"gﬁisio'

: Motion To

r To Add or Substi-
other Application}f
erfemng partxes may be ,

231(a) (2) and (3) toadd or
the interference and alsoto

Motions by ,
made under Rul
substitute counts

- substitute or involve in mterference other ap-

plications owned by them. It should be noted
that, if the Examiner grants a motion of this
character, he sets a time for the nonmoving
arties to present the allowed proposed counts

a time for all parties to file prehmlmry state-
ments as to the allowed proposed counts. An

illustrative form for these requirements is given
at §1105.06. If the claims are made by

some or all of the parties within the time limit
set, the mterference is reformed or a new inter-
ference is declared bv the Patent Interfereme '

‘Examiner.

If a motion undel Rule 7‘31( a) (3) rehtes to
an application in issue, the application should
be withdrawn from issue prxor to decision on

‘the motion only if the motion is transmitted to

the Primary Examiner after the issue fee has
been paid or the date of transmittal is so close
to the ultimate date for paying the issue fee that
the motion cannot be decided prior to that date.

The case should then be withdrawn fmm issue
even though the Examiner may be of the opin-
ion that the motion will probably be denied.
but this withdrawal does not reopen the case
to further ex parte prosecntion and if the mo-
tion is denied the case iz returned to issue with
a new notice of allowance.
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and the motion may be transmitted by the Pat-

, ference Examiner: if so transmitzed, it
sidered anc

ithout regard to the question o

is given to the opposing parties

Exami

whether the moving party’s case already

loses the subject matter of the

" CoxCURRENCE OF ALL PartrEs
ary to the practice wh ; vh
_agree upon the same ground for

he concurrence of : rtles 1mn-a

" motion to amend or to substitute or add an ap-

Jlication does not result in the automatic grant-.
motion. The mere agreement of the

n proposed counts are patent-
ve the Examiner of his duty

to determine independently whether the pro-
_posed counts are patentable and allowable in
the applications involved. Even though no

references lave been cited against proposed
counts by the parties, it is the Examiner’s duty
ro cite such references as may anticipate the
proposed counts, making a search for this pur-
pose if necessary. o e

Also, care should be exercised, in deciding
_motions, that any counts to be added to the

existing interference ditfer materially from the
original counts and from each other, and that
~ounts of additional interferences likewise dif-

fer materially from the counts of the first inter-

ference and from each other § 1101.01(j).

A good test to apply is whether different

_proofs may be required to prove priority as, for
example, in the case of a generic original count
~and u proposed count to a species, or vice versa.
_If the answer is affirmative, the motion to add

thie proposed count should be granted. When

a patent is involved, all of the patent claims

which the applicant can make must be included
as connts of the interference. '

The Examiner should also be careful not to
refuse acceptance of a count broader than orig-

Rev. 25, July 1970

d decided by the Primary .

btains when

_tion to the motion or the P

not be limited in
features

tions are occasionally

in opposition to motions

unts or applications. The

he same as in the case of affi-

arations concerning motions to

- is, affidavits or declarations lat-
pplication as, for
ativeness or right

, but affidavits

or declarations relating to the prior art may be

_considered by analogy to Rule 132.
If a motior under Rule 231(a) (2) or (3) is

_denied on the basis of a reference which is not
a statutory bar. and which is cited for the first

time by the Examiner in his decision, the de-

cision may be modified and the motion granted
_upon the filing of proper affidavits or declara-
' tions under Rule 131 in the application file of

the party involved. This is by analogy to

Rule 237. although normally, request for recon-
sideration of decisions on motions under Rule
931 will not be entertained.
 These affidavits or declarations should not be

Rule 231(d).

opened to the 11 spection of opposing parties

“and no reference should be made to the dates

of invention set forth therein other than
the mere statement that the effective date of the
reference has been overcome. As in the case of
other affidavits or declarations under Rule 131,
they remain sealed until the preliminary state-
ments for the new counts are opened.

A member of the Board of Patent Interfer-
ences must be consulted in connection witl mo-
tions to add or substitute one or more counts
or applications where the matter of right to
make one or more counts is raised in an opposi-
rimary Examiner
wisles to deny w motion for that reason al-
though it has not heen raised by a party. In
the event the consultation ends in disagreement,
the matter will be resolved by the Assistant
Commissioner.




re]a,tmg to benefit of a prior apphcatmn unds
ule 231(a)(4). These may involve shift
burden of proof or merely giving a part;
of an earlier date which will not
_order of the parties. They may
order to show cause
10se preliminary state-

s prior to the earlier
of a junior party, they
pericd for which diligence. must

_ be proved or change ti:e burden of proof from
~ that of beyvond reasonaile doubt to a mere
pondemnca of the evidenc
If there is doubt W’iﬁethel‘ an earher appl
cation discloses the invention involved in
interference, there be easonable gr
for denying the
should not be gi e earlier record date
The denial of a motion to shift the burden of
proof does not deprive a party of the benefit
of the earlier applicaticn upon which the mo-
tion was based. He may have the matter re-

viewed at final hearing ¢ Rule 258) and he may
introduce that applnauou as part of his evi-
~ dence to be subject to argument by all parties

_and to be considered by ‘the Board of Patent
Interferences. See Gmmwalt V. \Iark 1904
C.D.352;111 O G.:

In deudmg a motion of this nature, it is usu-
ally advisable first to determine exactly which
counts will be involved :
of the interference.
the motion should tii
in‘the case of In re R aration of Interfer-
ences Nos, 49,635: +0.036: 19,866
i5: 350 0.G. 3. In : :ordfmve with the last
stated ease, no party
be made junior as to 3

¢ practice in deciding
follow that set forth

e counts and senior as
to others. Therefore, if, in considering a mo-
tion to shift the burden of proof, it is found
that the moving party is entitled to the benefit
of an earlier filed applization as to some counts
but not as to other eounts in the same interfer-
_ence, the motion should be denied.

1In accordance witn present practice an ear-
lier filed, allowable application disclosing a
single species (including chemical composi-
tions) 1s a (-onsrrum'? reduction to ractice
of a count expressing rhe genus provided con-
tinuity of disclosure : seent miaintained be-
tween the earlier applicarion and the invoived
application either by copendeney or by a chain
of suceessively mpm.d ng dp])ll(.]tl()lls Where
such an apphieation i & -onstructive reduction

$§ 201.14, :

right to it, a party

tion.” The interference will be continued or dissolved in
accordance with the determipation by the primary

s the final redec aration.

1926 C.D.

119&%

:of its ﬁlmg cime may

party by a motion to
oof. See McBurney v.
Den Beste v. Martin,
;24: Fried et al. v.

: s ‘46 () (I 063
to the shlftm of the burden
d F‘lt the order of
taking testimony sh placed upon the
applicant 1 nless all the counts of the
interference rea upon an earlier upplxcanon
which antedates that of the other party. ,
For proving of foreign filing for Priority see,
201. lu . k '

] 10;) 05 Dissolution on Prlmarv Ex-
aminer’s Own Request lnder

Rule 237 [R-25]
Rule 237, Dissalution at the reqiest of craminer,

ring the pendency of an interference. a reference
or other reason be found which, in the opinion of the

. primary examiner., renders all or part of the counts
'unpatentable the attention of the Board of Patent i
all be called thereto, The interference .

mav be euspend, and referred to the primary exam-
iner for conaxdemunn of the matter., in which case the
parties will be norified of the reason to be considered.

. ‘Arguments of the parties regarding the matter will

be considered if filed within 20 days of the notifica-

examiner. . If such reference or reason be found while
the interference iz before the. pr:marv exaininer for
determination of a motion. de(mon thereon may be
incorporated in the decision on rhe motion, but the
parties shall: be entitled tv reconameratmh if they
have not submitted arguments on the matter.

Rule 237 covers dissolution of an interference
on the Primary Examiner’s own motion if he

discovers a reference or other reason which

renders all or part of the counts unpatentable.
Two procedures are available under this ruie:
First, if the Primary Examiner finds a refer-
ence or other reason for terminating the inter-

ference in whole or in part the interference is

before him for determination of a niction, deci-

incorporated in the decision on the motion, but
the parties shall be entitled to reconsideration
“if they have not submitted arguments on the
matter™ (Rule 257). This sanie practice obtains
when the Primary Examiner discovers a new
reason for holding counts proposed under Rule
231(a) (2) or (3) unpatentable.  U'nder
this practice, the Primary Exaniiner should
state that reconsideration may be requested
within the time specified in Rule 2ii(c).

Rev. 23, July 1970

sion on this newly discovered matter “may he



. USPQ 481.

Second, if the Pr

erence or other reason for ter

ference in whole or in p: rhen
ence is not before hi

__motion, he should ca
- Interference E:

Primary Examiner should include in his letter

_ to the Patent In xaminer a stat
ment applying the refe: or reason to each of
the counts of t ‘ nce which he deems

unpatentable and should forward with the origi-

nal signed letter a copy thereof for each of the

parties of the interferenc

If preliminary statements have become open

to all parties, Rule 227, or if not and a party
authorizes the Primary Examiner to inspect his
preliminary statement, effect may be given
_ thereto in considering the applicability of a
reference to the count under Rule 237. See
. §1105.02. ~ |

The Patent Interference Examiner may sus-
pend the interference and refer the case to the
Primary Examiner for his determination of the
question of patentability, which is inter partes
as in the case of a motion to dissolve. Briefs
may be filed within twenty days of the notifi-
cation of the parties of the referral, but no

hearing will be set. Decision is prepared and
mailed by the Primary Examiner as in the case

of a motion to dissolve. o ~
~ In cases involving a patent and an appli-
cation where the Primary Examiner raises the
question of patentability of the count, atten-
tion is directed to Noxon v. Halpert, 128
If, in an interference involving two or more
applications, a reference is brought to the at-

 tention of the Examiner by one of the parties

to the interference, that fact should be made
of record by the Examiner in his letter to the
Examiner of Interferences under Rule 237.

If, in an interference involving an applica-
tion and a patent, the npplicant calls attention
to a reference which he states anticipates the
issue of the interference, the Examiner of
Interferences will forthwith dissolve the inter-
ference, and the Primary Examiner will there-
upon reject the claim or claims to the applicant

out commenting on the pertinency of the refer-
ence. Such applicant is of course also estopped
from claiming subject matter not patentable
over the issue. A reference cited by the pat-
entee which is applicable against the claims of
the patent, will be ignored. ‘
discovered by the Primary Eraminer is treated
in accordance with § 1101.02(f).
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iner to the matter. The

erence Examiner a state-

~ Form at § 1112.08.

on his own admission of nonpatentability with-

A reference newly

R '

order to reduce the pendency of applica-

s involved in interference proceedings, Pri-

» Examiners are directed to render deci-
sions on motions within 30 days of the date of

_ transmittal to them. ‘ .
The decision should separately refer to and

decide each motion which has been transmitted

by a statement of decision as granted or denied.

The d wist include the basis for any
conclusions arrived at by the Primary Exam-
iner. Care must be taken to specifically iden-
tify which limitations of a count are not
supported, or the portions of the specification
which do provide support for the limitations of
the count when necessary to decide a motion.
Ditferent grounds urged for seeking a particu-.
lar action, such as dissolution for example,

should be referred to and decided as separate
‘motions. When a motion to dissolve o1 the

ground of no right to make urges lack of support
for more than one portion of a count and is
granted, the Examiner should indicate which
portions of the count he considered not to be
disclosed in the application in question. The
same practice applies in denying a party the
benefit of prior application. o '
Motions to amend or to substitute an appli-
cation. if unopposed, do not require any state-

~ ment of conclusion if granted, but a denial

should be supplemented by a statement of the
conclusion on which demal is based.

Examiner has determined that it is entitled to

~ the filing date of a prior application by virtue

of a divisional. continuation or continuation-
in-part relationship, the decision should so
state. , ; ' Gahe s e
 MOTION DECISION EXAMPLES
The motion by Brown to dissolve on the

ground of unpatentability to all parties over

X in view of Y is denied. The combination
of references proposed in the motion is not
considered .obvious. ~ .
The motion by Brown to dissolve on the
ground that Jones has no right to make the

expression “_____.____" is not supported by

the Jones disclosure. " ‘
The motion by Jones to substitute proposed

count 2 for the present count is granted.
The motion by Jones to add proposed

v L

count 3 isdenied. Theexpression®________
is considered to be ambiguous. ,

The motion by Smith to shift the burden
of proof is granted.

, If an | |
~ application is to be added or substituted and the

count is granted. It is considered that the




 INTERFERENCE

It is usually advisable to decide motions to
dissolve first, then motions to amend or to sub-
stitute an application, and finally motions to .
shift the burden of proof or relating to benefit

of an earlier application taking into account
any changes in the issue or the parties which
may have been effected by the granting of other
~_motions,

ties should be stated. ~

If a motion to amend is granted the de

should close with paragrap%ls

nonmoving parties to present claims corre-

sponding to the newly admitted counts nd for

all parties to file preliminary statements

them. Such paragraphs should take

lowing form: ' ,
»Should the parties Smith and Brow
desire to contest priority as to propose

count 2, they should assert it by amendment

to their respective applications on or be-
fore , and failure to so assert 1t

within the time allowed will be taken as a

disclaimer of the subject matter thereof.
On or before __________, the statemer
demanded by Rules 215 et seq. with respect
to proposed count 2 must be filed in a sealed
envelope bearing the name of the party filing

1s. If a motion to shift the burden of
proof is granted the change in the order of par-

setting times for .0 party

1105.06

it and the number and title of the inter-
ference. See aiso Rule 231(f), second sen-
_tence. The time for serving preliminary
statements, as required by rule 215(b), is set
to expire on b .
If a motion to substitute unother commonly

owned application by a different inventor is

gran the decision should include a para-
graph setting a time for the substituted party

_ to file a preliminary statement in the following

to be substituted for
must file on or before

. & preliminary statement as re-

quired by Rules 215 ef seq. in a sealed en-

velope bearing his name and the number and

title of the interference.” o

The decision should ciose with a warning

“The party _._

_ statement such as the following:

o reconsideration (Rule 231(d) second
sentence).” o o

The time periods fixed in the decision for

_ copying allowed proposed counts and for filing
_ preliminary statements should ordinarily be the
_same and a period of 30 days should suffice in

most cases. However, where mailing time is
materially longer, as to the West Coast or for-
eign countries, or when an attorney and inven-

Rev. 26, Oct. 1970



v  spaced bely
nume who was consulted should
lower left hand corner of the |
Board Member will sign in the spa
"APPROVED ? If less than all
motions decided required consultation, und
§1105.01, rd “APPROVED" sh
followed by dication of matte
such approval. For example,
““Approved as to the motion to :
burden of proof.”” ' .
After the decnsmn is signed by the Prima
Examiner and the proper clerical entry mad

the complete. interference file is forwarded to

the Service Branch of the Board of Patent

Interferences for dating and mailing or for the S

Board \Icmber ngnature if there has heen a
consultation.

The motion decnsnon is emered in the index
of the interference file: it should include the

following information .lnd be set forth in this

.m«l I)emed’ ) ‘and of course, i
have been denied, the last entrv will be
nied.” If a date for copyi
connts and for filing preliminary statements
has been set, this should also he mdl("lted at the
end of the line by ,

“Amendment and \t.mxnwn
Below are examples of ent

be made in the inter ference br jef in the section |

(xmxt]ed “Decisions on ’\Iohon {Form PO-222)
in each case involved in the mferference

I)xsw] ved

yived asto counts 2 and 5
ssolved as'to Smith
Counts 4 and 5 admitted
These entnes should he verified |

mary Examiner.

Detormnntmn of action: to “he

the next:

taken is made by the Service Branch of the
xamples of such action may be redec-
laration, entry of judgment, or setting of time
for taking testimony and for filing briefs for

Board.

final heamng [R-23]

of Decision [R-23]

not be given consideration.

then redeclaration

© tain their old numbers for ease of identification.

~or on the face of the application file no separate

1105.07 Petition for Reconsideration

Petitions or requests for reconsideration of a a
decision on metions under Rule 231 or 237 will

tion. If a party
Rule ')‘Bl(d) Sec-

(Onnt and thus will not he m(‘]uded m nter-

a ground for dissolu-

ce is before him for '

oy the parties and in-
hat the{ :

a decmon on monons nnder Rule 031

y nt Interference Examiner,
the papers bemg prepared by the Interference
Service Branch.
Pri xm(uy Examiner will constitute the quthor- ,

The same practlce will apply to the
ference which may L

Various procedures are necessarv after de
cision on a motion. The followmg genera

_rules may be stated :

. the total result of the motion demsmﬂ
ists solely in the elimination of counts. the
nation of parties or a ~hlft1ng of the bur

n of proof, no redeclaration is necessal

> motion decision itself constitutes the
per deleting. counts or parﬂe '
adequate notice of the s
of proof.

(2) If the motmn demclon ,‘esults in any
addition or substitution of parties or applica- -
tions or the addmon or substitution of counts,
necessary. If: redecla-

ration 1is neceeqary, the mfmmatlon falling
within category (1) is also included in the re-
declaration papers. The old counts should re-

- (3) Since all of the necessary information
concerning an application to be added or sub-
stituted should appear in the motion decision

communication from the Primary E xammner 1o
the Patent, Interfelence L\mmner Is necessary

_ or desired.

The Patent Interference Ex ammu will de-i :

1 termine whether or not the nonmoving parties
~ have copied the proposed counts which have
been admitted within the time allowed and if

they have, he will proceed with the redeclara-
ails so to copy a proposed

i Rev. 23, Jan. 1970
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The decision signed by the




 “This mterference 15 deOI ~red as the result

nf a dem:lon on IllOthlh n Interference No.

se also, no tlmes for ﬁlmg 're]m ",'
vﬂl be set. .

during ;he;pendency of an mterference, anoth . case

ing substantially the subject matter in

ary examiner 'should notify the Board

monv mav have been taken,

examiner shall prepare and mail a notice for the pro-

posed mew. party, disclosing the ssue in:interference

and the names and addresses of the interferants andf
ttorneys or agents, and notices for the inter—‘ y
:losing'; he am‘e and address of the smd_

dxwrenon a txme cyf hearing on the fquestion of the ad-‘ ,
missinn 7 the new party. If the patent interference
examiner be of the opinion that the new party should
be added, he shall prescribe the conditions imposed o

upon  the proceedings, including a suspension if
appropriate. |

_ Rule 238 states the procedure to be followed
when the Examiner finds, or there is filed, other
or new applications mberfprmg as to some oT
as to all of the counts. The procedure when
anv testimony has been taken ¢ iffers consider-

ably from the procedure when no testimony has

heen taken. Im\ever, the difference does not
involve the 'Pmm'lry Examiner but rather af-

fects the action taken by tlw Patent Interfer- :

ence Examiner,

T Primary anmmer forwards  Form

PO-R50 u'unnpamul by the additional appli-

cation 1o the Interference Service Braneh,

CRev. 28 Jan, 1970

nmx regwdmg the
connectio with

e counts which are

In !hxs case the fact that the issue was in anmher

u]d be noted | in all ]etteh in the

' 1107 Exammer < Entry in ]
' uent to Imerference ;

An mterferenc is termmated elther by d1~-

lution or by an award of priority to one of

the parties. In either case the interference is
returned with the entire record to the Exam-

er as soon as the demslon or ]udgmem has

become final.

. After the files have been returned to' the

i

Examining Group the Primary Ex s

required to make an entry on the index in the
interference file on the next vacant line that
rhe decision has been noted. such as by the
~ words “Decision \oted and initialed bv him.

 The interference file iz returned to the Service
 Branch of the Boan’t of Patent Interferences

when the Examiner is through with it, There it

','_xill be checked to see that such note has been
_’made and lmtn]ed hefnro h]mg away the mter-
ference record. , .

1108 Imtry":of -\mendments Flled in

Connection With Motions [R-
23]

This section is limited to the disposition of‘

amendments filed in r-onnectmn with motions

inan application involved in interference. after

the interference has termmated

The manrer of treating other 'lm(*ndmenh

which are filed in an '\pphmtlon during the
course of tLe interference, is discussed in a
separate seciion (§ 1111.05).

Under Rile 231(¢) an applicant is required

ra submit with his motion to amend the issue
~or to substitate an .qqth-lnon, ag a separate
_paper, and amendment embodying the proposed -
ims if the eliims are not already in the ap-

ation coneerved. In the ease of an appli-




 be added ar the ap
which would be due if the
be entered, it may be tha endment
never be entered. Only uFontﬂl  granting of the
motion is it necessary fo
ties t ssent the claims, but the fees must
r presented. Claims which have
in response to a suggestion by
inclusion in an application must
by the fee due, 1f any. Money
e filing of a proposed
funded by reason of
, granted t e amendment 1S
time decision on the motion is

be accompanie
paid in connection

rendered. T
mendment, though left in the file, is not en-
=red and is so marked. - '

e motion 1is gra

A .

~_motion 18 entered, the remaining part being in-
dicated and marked “not entered” in pencil.
{See Rule 266.) - -

closed and to w

r ther party or

it is informed of

ndment in the first

he termination of

is otherwise ready
otified that the applica-
the Notice of Allowance

tion i1s a

_will be sent in due course, that prosecution is
at extent the amendment has

been entered. .
-actice, it follows that
ing application
ion of the

ion for issue,

that application may not be reopened to further

_ prosecution following the interference, even
though additional claims had been presented

under Rule 231(a)(2). The interference pro-

is not granted, the

anted only in part and
ed as to another part. only so much of the
‘amendment as is covered in the grant of the

ceeding was not such an Office action as relieved
the case from its condition as the doctrine of
Ex parte Quayle, 1935 C.D. 11: 433 0.G. 213,

It should be noted at this point that, under
the provisions of Rule 262(d), the termination

of an interference on the basis of a disclaimer,
_ concession of priority, abandonment of the in-
_vention, or abandonment of the contest filod e
an applicant operates without further action w
_a direction to cancel the claims involved from

the application of the party making the sume.

Rev. 23, Jan. 1970



plicant who is
, atent Interferences
inventor, without waiting for
‘ However, in ordinary
the Office not to issue a
rty during the period
, ~ , ken to the Court
__ of Customs and Patent Appeals, or during
 pendency of such appeal. Therefore, the file
_ are not returned to the Examining Group un
after the termination of the appeal period,
or the termination of the appeal, as the case
‘ i f the Examiner is au
) v ‘the return of the file
and the cases of all parties are subject to suc
ex parte action as their respective condition

may require, even though, where no appeal to  ps \ 1 C. . This
procedure is not to be construed as requiring

the Court of Customs and Patent Appeals was
filed, the losing party to the interference may
~ file a suit under 35 U.S.C. 146. In a case where
a patentee is the losing party, and the Office is
notified that a civil action under 35 U.S.C. 146
has been initiated, the files will not be returned
to the Examining Gi until after that action
has been terminated. 'Tgh"e date when the pri-

ority decision becomes final does not mark the

beginning of a statutory period for response by
the applicant. See Ex parte Peterson, 1941
C.D. 8, 525 O.G. 3. . _
If an application had been withdrawn from
issue for interference and is again passed to
issue, a notation “Re-examined and passed for
issue” is placed on the file wrapper together
with a new signature of the Primary Exam-
_ iner in the box provided for this purpose.
Such a notation will be relied upon by the
Issue and Gazette Branch as showing that the
application is intended to be passed for issue
and make it possible to screen out those appli-
cations which are mistakenly forwarded to the
Issue and Gazette Branch during the pendency
of the interference. L '
See §1302.12 with respect to listing ref-
erences discussed in motion decisions.

1109.01 The Winning Party [R-25]

The winning party may be sent to issue de-
spite the filing of a suit under 35 U.S.C. 146
by his opponent in an interference solely in-
volving pending applieations. Monaco v. Wat-
son, 106 T.S. App. D.C. 142: 270 F. 2d 335; 122
USPQ 564. In an interference involving a
patent where the winning party is an applicant,
the Office will not send the application to issne

193

innin; party if ',:his ,
oeatle: ordition.

~ when the inte ference was formed and has

ded, or if it contains an un-

ment. or if the rejection stand-

time the interfer-

of priority, as erfer ence in-

 the application an patent which
d the basis of the rej am-

owever, the application of the winning
ntains an unanswered Office action, the

once notifies the agplicant of this

quires response to the Office action

shortened period of two months

m the date of such notice. See Ex

pa eterson, 1941 C.D. 8: 525 O.G. 3. This

_the reopening of the case if the Office actio
had closed the prosecution before the Exam
iner. - . , ‘
~_ The following language is sugg
ing the winning party that his application
ntains an unanswered Office action: _
1] “Interference No. _____ has been term-
ed by a decision favorable to applicant.
Ex parte prosecution is resumed.
However, this application contains an
unanswered Office action. ' :
- A SHORTENED STATUTORY PE-
RIOD FOR RESPONSE TO SUCH
ACTION IS SET TO EXPIRE TWO
MONTHS FROM THE DATE OF THIS

 LETTER.” ,

case had not been closed, generally may be

_ allowed additional and broader claims to the

_common patentable subject matter. (Note,
however, In re Hoover Co., Etc., 1943 C.D. 338
57 USPQ 111: 30 CCPA 927.) The winning
party of the interference is not denied anything

~he wasin possession of prior to the interference,

nor has he acquired any additional rights as a
result of the interference. His case thus stands
as it was prior to the interference. = If theappli-
carion was under final rejection as to some of its
cluims at the time the interference was formed,
the institution of the interference acted to sus-
pend. but not to vacate, the final rejection.
After termination of the interference a letter
is written the applicant. as in the case of any
other action nmanswered at the time the inter-

~ference was instituted, setting a shortened pe-

rind of two months within which to file an
‘appeal or eancel the finally rejected claims.

Rev. 25, July 1970

The winning party, if the prosecution of his =
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1109.02 The Losing Party [R-25]

The application of each of the losing partie
following an interference terminated by a ju
ment of priority is acted on at one
judgment is examined to determine the
therefor and action is taken accordin
If the judgment is based on a d
concession of priority, or abandonment
invention filed by the losing applicant,
disclaimer, cencession of priority, or aban
ment of the invention operates “without
ther action as a direction to cancel the claims
involved from the application of the party
making the same™ (Rule 262(d)). Abandon-
ment of the contest has a similar result. See
§1110. The interference counts thus dis-
claimed, conceded, or abandoned are accordingly
canceled from the application of the party
filing the document which resulted in the
adverse judgment. f ~
If the judgment is based on grounds other
than those referred to in the preceding para-
~ graph, the claims corresponding to the inter-
~ ference counts in the application of the losin
party should be treated in accordance with
Rule 265, which provides that such claims
“stand finally disposed of without further ac-
tion by the examiner and are not open to fur-
ther ex parte prosecution.” Accordingly. a
pencil line should be drawn through the claims
as to which a judgment of priority adverse to
applicant has been rendered, and the words
“Rule 265" should be written in the margin to
indicate the reason for the pencil line. If these

&

claims have not been canceled by the applicant

and the case is otherwise ready for issue, these
notations should be replaced by a line in red

passing the case to issue, and the applicant
notified of the cancellation by an Examiner’s
Amendment. If an action is necessary in the
application after the interference, the applicant
should be informed that “Claims (designated
by numerals), as to which a judgment of pri-
ority adverse to applicant has been rendered.
stand finally disposed of in accordance with
Rule 265.”

If, as the result of one or both of the two
preceding paragraphs all the claims in the ap-
plication are eliminated, a letter should
written informing the applicant that all the
claims in his case have heen disposed of, indi-
cating the circumstances, that no claims remain
subject to prosecution. and that the application
will be sent to the abandoned files with the
next group of abandoned applications. Pro-
ceedings are terminated as of the date appeal
or review by civil action was due if no appeal
or civil action was filed.

Rev. 25, July 1070

fur.

ink and the words “Rule 265" in red ink before

MANUAL OF PATENT EX

Iy the rig "
r counts of the
very question of
ght have been
¢ interference
oppel has boen
or refused
etat - matter
on to his application and
iis opponent in interference.
Clabins the winning party could not
make, for lack of disclosire, cannot be denied
to the loser on the ground of interference
estoppel, if they distinguish patentably from
the counts, ' G
- The distinction which should be borne in
mind is that. with regard to interference
estoppel. the losing party is only estopped to
obtain elaims which read directly on disclosures
of subject matter clearly common to both the
winning party’s application and that of the
- losing party: but that, with regard to prior art
(including prior invention), the losing party
cannot obtain claims to subject matter which is
either barred under 35 U.S.C. 102(g), or ren-
dered obvious under 35 U.S.C. 103, by the in-
vention defined in the interference counts. In
re Risse et al. 154 USPQ 1: 54 CCPA 1495.
Where the winning party is an applicant.
reference should be made only to the application
- of . the winning party in Interfer-

i&;!s i E
the appli

< but the serial number or the filing

No.

date of the other case should not be included in
the Office Action. However, a losing applicant
may avoid a rejection based on unclaimed dis-
closure of a winning patentee. When notice
is received of the filing of a suit under 35
U.S.C. 146. further action is withheld on the
application of the party filing the suit. No let-
ter to that effect need be sent.

When the award of priority is based solely
upon ancillary matters, as right to make, and
is in favor of the junior party, the claims of
the senior party. even though the award of
priority was to the junior party, are not sub-
ject to rejection on the ground of estoppel,
through failure to move under Rule 231(a) (2)
or on the disclosure of the junior party as prior
art (Rule 257j.

If the losing party’s case was under rejection
at the time the interference was declared. such
rejection is ordinarily repeated (either in full
or by reference to the previous action) and, in
addition, rejections as unpatentable over the

194




INTERFERENCE

issue, unpatentable over the winning party's
disclosure, or any other suitable rejections are
If it was under final rej read

L 110

amendments

1110
trine of e*st‘oppel to subject matter in the cases

involved in the interference. See § 1105.03.

Action After Dissolution [R-

After dissolution of an f‘iﬂtei'fe_i‘-ence any

- ‘dissolve are entered to the extent that the

~f this nature.
Where the rejection

the interference, there is no need for the ap-

plicant to have a copy of the winning party’s

drawing, for the issue can be inter
~ the light of the applicant’s own drawing as
well as that of the successful party.
It may be added that rejection o
through failure to move under Rules 231(a)
(2) and (3) may apply where the interference
terminates in a judgment of priority as well as
where it is ended by dissolution. See §1110.
However, Rule 231(a) (8) now limits the doc-

notions were not denied. See §1108. See

1302.12 with respect to listing references
discussed in motion decisions. If the grounds
for dissolution are also applicable to the non-
moving parties, e.g., unpatentability of the sub-
ject matter of the interference, the Examiner
should, on the return of the files to his Group,
reject in each of the applications of the non-
moving Farties the claims corresponding to the
counts of the interference on the grounds stated
in the decision. It is proper to refer to the “ap-

plication of __________, an adverse party in

(Name) = . . o
Interference __.___,” but neither the Serial

. Neoo S
number nor the filing date of such application
should be included in the Office action.

Rev. 25, July 1970
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t,hgﬁ)axentability of the clai

Dissolution of an ints
an abandonment of th

direction to cancel the involved claims from

that party’s application (Rule 262(d)).
L If all the claims _application are clim-
__inated, see the fourth paragraph of § 1109.02 for
the action tobe taken. ‘ . ‘ ’

- Rule 262(b) reads in part:

_ Upon the filing of such abandonment of the contest
. orof the application, the interference shall be dissolved

as to that party, but such dissolution shall in subse-
quent proceedings have the same effect with respect to
the party filing the same as an adverse award of
priority. L .

Under these circumstances, it should be noted
that, pursuant to the last sentence of Rule
262(b), supra, the party who abandons the con-
_ test or the application stands on the same foot-
ing as the losing party referred to in § 1109.02,

1110.02 Action After Dissolution Un-
' [R-26]

‘Tf, following the dissolution of the interfer-
ence under these circumstances, any junior

~ derRule 231 or 237

party files elaims that might have been included
_In the issue of the interference such claims

should be rejected on the ground of estoppel.

The senior of the parties, in accordance with
~ Rule 257, is exempted from such rejection.

_ Where it is only the junior parties to the inter-
ference that have common subject matter addi-
tional to the subject matter of the interference,
the senior one of this subgroup is free to claim
- this common subject matter. Rule 231(a) (3)
now limits the doctrine of estoppel to subject

matter in the cases involved in the interference.

See §§ 1105.03 and 1109.02.

1111 Miscellaneous ,
1111.01 Interviews [R-16]

Where an interference is declared all ques-
tions involved therein are to be determined
inter partes. This includes not only the ques-
tion of priority of invention but all questions
relative to the right of each of the parties to

treating as prior art the counts of the inter-

111103

~ make the claims in issue or. any claim suggested

to be added to the issue and the question of

e Examiners are admonished that inter

- gL : uld not be discussed ex

; f' e interested parties and
_that they should so inform applicants or their
_ attorneys if any attempt is made to discuss
' ex parte these inter partes questions. .

1111.02 Record in Each Interference
" Complete [R-16]

When there are two or more interferences

"t‘pen'ding' in this Office relating to the same sub-

Ject matter, or in which substantially the same
applicants or patentecs are parties thereto, in
order that the record of the proceedings in each

_particular interference may be kept separate

and distinct, all motions and papers sought to
be filed therein must be titled in and relate only
to the particular interference to which they be-
long, and no motion or paper can be filed in any
interference which relates to or in which 1s
joined another interference or matter atfecting
another interference. o

The Examiners are also directed to file in
each interference a distinct and separate copy
of their actions, so that it will not be necessary

to examine the records of several interferences

to ascertain the status of a particular case.
This will not, however, apply to the testi-

- mony. All papers filed in violation of this prac-

tice will be returned to the parties filing them.

111 103 ’ Ov'erlappingy 'Akp;plicati(ms
- [R-26]

Where one of several applications of the
samme inventor or assignee which contain over-
lapping claims gets into an interference, the
prosecution of all the cases not in the interfer-
ence should be carried as far as possible, by

ference and by insisting on proper lines of di-
vision or distinction between the applications.
In some instances suspension of action by the
Office cannot be avoided. See § 709.01.

Where an application involved in interfer-
ence includes, in addition to the subject mat-
ter of the interference, a separate and divisible
invention, prosecution of the second invention
may be had during the pendency of the inter-
ference by filing a divisional application for
the second invention or by filing a divisional
application for the subject matter of the inter-
ference and moving to substitute the latter
divizional applieation for the applieation orig-

Rev. 26, Ot 1970




ties will
substantially identical subject matter. W he
all applications contain the claims sugggsted.
1 be sent to all parties:

(indicating the conflicting
‘ __ence purports to put the application in condi-

s not patentable over the ap- e r'ts ut t 2 L CY
: tion for another interference either with a

nder security status) conflict with
her application. However, the

atus (of the other application) or (of

ur application) does not permit the declara-

n of an interference. Accordingly, action on
pended for

ability of the remaining claims if any.

1"'11.0,5\ Amendment's’ _ Filed During
. Interf ,

The disposition of amendments filed
nection with motions in applications

in an interference. after the interféferi‘cé, has
been terminated, is treated in §1108. If the

amendment is filed pursuant to a lett
Primary Examiner, after having g
diction of the involved application for the pur-
pose of suggesting a claim or claims for inter-
ference with another party and for the purpose
of declaring an additional interference, the
Examiner enters the amendment and takes the
proper steps to initiate the second interference.

OTHER AMENDMENTS

When an amendment to an application in-
volved in an interference is received, the

Fxaminer inepeets the amendment and, if nec-

esanrv. the application, to determine whether
or not the amendment affects the pending or
any prospective interference, If the amend:
ment is an ordinary one properly responsive

Rev. 28, Oct. 1070

 be permanentl

long as this

he

pective in-

is marked in pencil

in the file, a corre-
in ink in the

r and on the

r the termina-
amendment may

the case.

the ex parte p , .
one filed in a case where

If the amendment

ex parte prosecution of an appeal to the Board

of Appeals is being conducted concurrently

’  with an interference proceeding (see §1103),
~_and if it relates to the appeal, it should be
treated like any similar amendment in an ordi-

nary appealed o

When an amendment filed during interfer-

pending ,applica ion or with a patent, the Pri-

mary Examiner must personally consider the

~ amendment sufficiently to determine whether,

in fact,1t doesso. =

_If the amendment presents allowable claims
_ directed to an invention claimed in a patent or
in another pending application in issue or ready
for issue, the Examiner borrows the file, enters
the amendment and takes the proper steps to
_ initiate the second interference. . :
 Where in the opinion of the Examiner, the

" - proposed amendment does not put the applica-
_ tion in condition for interference with another

application not involved in the interference

~ the amendment is placed in the file and marked
_“not entered” and the applicant is informed

why it will not be now entered and acted upon.

See form at § 1112.10. Where the amendment

copies claims of u patent not involved in the
interference and which the Examiner believes
are not patentable to the applicant, and where
the application is open to further ez parte

prosecution, the file should be obtained, the

amendment entered and the claims rejected,

setting a time limit for response. If reconsidera-

tion is requested and rejection made final a time
limit for appeal should be set. Where the appli-

cation at the time of forming the interference
was closed to further ex parte prosecution and

the disclosure of the application will, prima
facie, not support the copied patent claims or

_ where copied patent claims are drawn to a non-

elected invention, the amendment will not be
entered and the applicant will be so in formed,
giving very briefly the reason for the nonentry

 of the amendment, See Letter Form in § 1112.10.

. considered as in
_the case of ordina dments filed ,duriyn\’g



genei'al y

oup. However, if the
mined in the same

should be ascer-

, anyl;ltsﬁmony,

discretion, either transmit the matter to
v Examiner for determination or
deration thereof to final hearing for

on by the Board of Patent Inter-

If transmitted to the Primary Ex-
. matter is treated as outlined in the

precedmg paragraph.

If conversion is attempted after the takmg

of testimony has commenced, the Interference

miner will generally defer consideration

of the matter to final hearing for determina-
tion by the Board of Patent Interferences.

 In any case where the Examiner must de-

Gg)phcatlon is n :

roup, then the

p
tamed and the notice forwarded to that Group.

_ This notice serves several useful and essen-
txal purposes, and due attent - be gi
to it when it is receive
_is cautioned by this notice ide
parte, quest:lon~ which are p ndmg befo
Office in inter partes proceeding 1nvo]v1ng the
ame applicant or part i Second,

~ ,a‘pphcatlon/ which

ination of
to w1thdr;m

. See form in
e application. contains an

or declaratlon under Rule 131, this

qccess to the apphcatlon

m Jomt to Sole or Sole

to Jomt { R—26]

Although. for =1mphclty, the subject of this

section is titled “Conversion of Apphcatxon
from Joint to Sole or Sole to Joint,”

applicants. See § 201.03. ;
If conversion is attempted after declaration

of an interference but prior to exp:ratxon of the
time set for filing motions, the matter is treated
as an /nter partes matter, sub]ect to opposmon
That is, the filing of conversion papers during
this period whether or not accompamed by a
formal motion will be treated as a motion under
Rule 231(a) (5) and will be transmitted to the
Primary Examiner for decision after expiration
of the time within which reply briefs may be
filed, along with any other motions whicli may
have been filed. If conversion is permitted,

407211 .0 - 70 - 4

St ]ect of the ,

ate for paying ~ an application with a 1

aled because the ¢ opposmg partms hav e ,l 1 1 1 Oﬂ

it in-

cludes all cases where an application is con-
verted to decrease or mcrease the number of

cide the question of converting an application

he must. of course, determine whether the le-
gal reqmrements for such conversion
een satisfied. just as in the ordinary ex parte

treatment of the matter. Also as in ex parte

situations the Examiner should make of reoord =
the formal ackno“]edgment of conversion as

reqmred by § 201.03.

A party mav occasmnally seek to substltute
esser or greater number
for the apphcatmn originally in-
I Such substitution

of applicants fo
volved in the mterference

_is treated in the same manner as the conversion

of an mvolved app]lcatlon as d%cmbed above.

Relssue

ence

[R-26]

Care should be taken that a reissue of a pat-

_ent should not be granted while the patent is
involved in an interference w1thout approx aly

of the Commissioner.

If an application for reissue of a patent is
filed while the patent is involved in interfer-
ence, that application must be called to the
attention of the Commissioner before any ac-
tion by the Examiner is taken thereon.

Such applications are normally forwarded by
the Application Branch to the Office of the
Solicitor. A letter with titling relative to the
interference is placed in the interference file by
the Commissioner and copies thereof are placed
in the reissue application and mailed to the
parties to the interference. This letter gives
notice of the filing of the reissue application and
generally includes a paragraph of the following
nature:

The reissue application will be open to in-
spection by the opposing party during the in-

Rev. 26, Oct. 1970
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Appllcatlon Flled .
.~ While Patent Is in Interfer- .



 an int ,
hor ving a copy of r
mmissioner atta ed it 'should.b.e

oy
of the Solici-

,pmmptly forwarded to tl fhi
tor with an appropriat

1111.09 Suit Under 35 US.C.
by Losing Party

When a losing party to an interference gives
notice in his application that he has filed a
_ civil action under the provisions of 35 U.S.C.
| 146, relative to the interference. that notice
should be called to the attention of the Inter-
_ ference Service Branch in order that a notation

thereof can be made on the index of the
interference. , -

- When notice is received of the ﬁlmg of a .

suit under 35 U.S.C. 146, further action is

withheld on the application of the party filing
the suit. No letter to that effect need be sent.

Rev. 26, Oct. 1970

~ Ing mot

 a foreign filing

| ‘while an appli-

ion is involved in interference, the papers are

placed in the application fiie in the same

nner as amendments received during inter-

rence, and appropriate action taken after the
inati the interference.

party will be given the benefit of a foreign

filing date in the declaration notices only under ‘

the circumstances set out in § 1102.01(a). A
party having a foreign filing date which is not
accorded him in the declaration papers should
file a motion to shift the burden of proof or for
benefit of that filing date under Rule 231(a) (4)
and the matter will be considered on an infer
partes basis. ' - : o
1111.11 Patentability Reports

The question of Patentability Reports rarely

arises 1n interference proceedings but the

roper on therefor may occur in decid-
_ If appropriate, Patentability

Report ‘pmci:ice may be utilized in deciding
motions and the procedure should follow as
_closely as possible the cx parte Patentability

Report practice. =




1111 13 Conk n!ution

, In addmony to th ;
_connection with certain motmu decisie
§ 1105.01. the Examiner should vonmlt with a

Patent Interference Examiner or a member of

the Board of Patent Interferences in any

of doubt or where the practice appears to be
obscure or confused.
cialized experience they may kb
a course of action which
difficuity in the future trea tment of the case.

1111.14 Correction of Error in Join-

[R—23]

ing Inventor

Reque«ts for certificates vnrx'ectmg the mis-

joinder or nonjoinder of inventors in a patent

are referred to the Solicitor’s Oftice for 1d-

eration. If the patent is involved in int
ence when the request is filed, the matter wi

considered inter parte

_ prini

_policy.
decision concerning the request will be sent to |
_the opposing party as well as to the requestm;,. ,
party.
held until the interference is. termmated smce"

In view of their spe-
ble to suggest
dcon&xderahie

Sen ice nf the reque<r ,

an 6p‘pomng )ﬁt‘ y addre
‘be considered if ﬁled w .
f a copy of the requesi on the

Following this 20 days, the :,

er will consider the matter to the

~, letermining whether the request
facze'wnformn to applicable law and
During the interference, a copy of any

Issuance of the certlﬁcwte will be with
evidence : adduced in the interference may have a

bearing on the qne~tmu ot joinder. See alsn
N HO" Ol ~ , '

1112 Letter Formc Used in Interfer-"r

ences
Forms are found in (lmptel 600 of the

inual of Clerical Procedure which gives de-
rails as to the stationery to be used, mlmber of o

oples, typing fm mat and handling.

Rev. 23, Jan. 1970




111202 MANUAL OF PATENT EXAMINING PROCEDURE

1112.02 Letter Suggesting Claims for Interference [R-23]

oM.y
A e OF PATENTR

US DEPANTMENT OF COMMERCE ' Sismbwsisc fe
o PATENT CPFICL . . ,
oL Wwa

Pager Be.

in Regiy Pleace Refer To The Foliowing:

EXLME AT S :
e W. C. Jones

123  July 1, 1965 ' 202,705

CR.ART LN HIFILING (DATE SEPAL NG,

John Heﬁtworch et al

APPUICANT

1

STRETCH YARN

Evan C. Stone

“Press Building -

‘Weshington, D, C.

communication from the © (2 INER incharge of this ﬁppucgﬁoh;

Commissioner of Patents

‘The following claizm(s} found Allowable, ig (are) ‘suggested

<57 the purpose of interference:

 APPLICANT SHOULD MAXE THE CLATM(S) BY __
/allsw not less than 30 days, ususlly 45 days), FAILURE TO DO SO WILL
3 CONSIDERED A DISCLADMER CF TET SUBJECT MATTER INVOLVED UNDER THE

PEOVISIONS OF RULE 203.°

w.,C.JONES:pcf
557-2804

1112.03 Same Attorney or Agent ink Applications of Cenflicting Interests [R-23]

The following sentence is usually added to the letter suggesting claims: ,
Attention is called to the fact that the artorrey (or agent) in this application is also the
attorney (or agent) in an application of another party and of different ownership claiming
substantially the same patentable invention as claimed in the above-identified application.

Tev, 23, Jan, 1970 200



'ym:'rmsixcja . 1112.04

1112.04 Letter Requesting Withdrawal From lesue [R-23]

U.S. DEPARTMENT OF COMMERCE
Patsnt Office :

 Dpate Gl 2 Address Only: COMMISSIONER OF PATENTS
. . Washington, D.C." 20231

, Primary Examiner

. Replyto -

S. N. )
Filed
(allowed)
; Director, Operation

Subject: Withdr&ﬁul from Issue:

To: Mr.

It is requested that the above-entitled application be withdrawn‘

from issue for the purpose of =5 (Examiner pro-

vides necessary reason, or designates one of a - e below).

The issue fee has (or has not) been paid.

Respeétfully,

Examiner

JCWILLIAMS:fwa

a. ... interference, another party having made claims suggested
to him from this application,

b. ... interference, on the basis of claims ,
(specify) copied from Pat. No. .

C. nes 1nterference,‘app11¢ant having made claims suggested to
him.

d. ... rejecting claims (specify) on the implied
disclaimer resulting from failure to make the claims
suggested to him under Rule 203,

e. ... deciding a motion under Rule 231(a) (3) involving this
application, the issue fee having been paid, or, the
motion cannot be decided prior to the ultimate date for
paying the issue fee.

' 201 Rev. 23, Jan, 1970



1112.05

1112.05

,:’;MAXI}AL OF PATENT EXAM; 'I\G PBOCED{?BE

Initial Interf

nﬁzuni;ﬂc’ -IMITIAL MEMORANDUM

Page No. 1

EXAMINERS INSTIUC‘ﬂO"s Please do not have this form typewritten. Complere the items belg® by
{orward to the Group Clerk. The parties need not be listed in'any specific order,

band {pen and mk), and

Rev.

OAID OF INTERFERENCES: An intcifecence is found to exist between the following cases:

Jones et al

LAST NAME OF FIRST LiSYED

DAPPLICANT™

if applicable, check and. ac §ill in @ iate s
from M.P.E.P. 1102.01(e) - = gl paregrent

rierence,'this application

‘x M:ez terminarion of this

SERIAL NUMBER

918,613

Y €1LED (Mo., Day, Yeer)

June 10, 1965

i

: examination under Rule

wifl be heid subiece ¢
266.

Accorded benetis of

, 12, 13

The following “ai

SERIAL NUMBER

{FiLED (Mo., Day, Yest)
: -
;

es unpatentable oves the
ity advetee to

wiil be held subjest
issue in the eveanr of 2n aw
applicant.

LASY NAME QF FIRST LS

TELD "AEPFICANT"

i opplicable, chack and‘ar Fi]] im cppropriote paragrophs
from M.P.E.P. 1102.61(e) .

wiil be held s:.b-ec.z to ‘...‘%r‘ ezamination under Rule
o

The following ciaims

wili be held subject to rejezzicn as wapatentable over the
issue in theevent of asg award o priority sdverse to
applicart,

T Afer. :emmanon of this interfecence, this application

\f epphcnbh, chack and or fitl in apompnou pemﬁruphs
from M.P_E.P. 1102.01(0) )

rence, this application

T After termination of th

T will be heid subjecr o
- 266.

zamination under Rule

The foiicwing ¢laims

arentable over the

i be heldsubjecs rorejec:
xSsue in the event of an awa
appucnm

ty ajverse 1o

If appliceble, ‘check ondror §:i} in c:prepncve paragrophs
fromﬂPE ,1102.91(s} :

rerierent

¢, this applicarion

After terminazion of this
ner exemination urder Rule

2.
Smith et sl (Pat.) ,
SERIAL NUMBER TFILED (uo 5 my. y-m
816,322 3 May 15, 1965
Accorded benefit of =
SERIAL NUMBER CFILED {ﬂo..r Day, Yeur)
3 ‘LAST NAME OF FIRST Lis"ED 7" APPLICANT”!
Adams
SERIAL NUMBER TFILED (Ma., Dey, Voer)
713,042 : April 3, 1965
Accorded benefit of
SERIAL NUMBER . FiLED (Mo., Day, Year}
‘ LAST NAME OF FiP§7T L:5~ED "ARPLICANT
Parker
SERIAL NUMBER € LED (Mo.. Day, Year)
668,312 ! March 12, 1965
1

will br hek: subect 1o fu
"66

Accorded banefls of

The following claims 13, 14,29

SERIAL NUMBER

605,111

£ ED Mo., Dey, Yokr)

April 1, 1964

will be held subject to rejert: o3 as nu;q:enrnble over the
issue in the éventof an award of peicrity adverse to
applicanr.,

The relation of the counts o the cizims of the respective porties rindicata those modified,

INAME ZF zaGTYY NAME OF PARTY HAME OF PARTY NAME OF PARTY
COUNTS Jones et al Smith et al Adams parker
1 € (m) 8 : 1 : 4
2 P2 1 2 : 9
> ) A 3 1 3
4 §
' ;
¢ ]

ot apceazing in any applicatinn typed on a separate sheet and artach to this fora,

Have moditied counts no
Qi

GROUP

330

CATE

June 18, 1969

SIGNATURE OF PRIMARY EXAMINER

Lé/ M’é‘p‘t./é» LV

Clerk’s [nstructions:
1T a patent as invoived,
7. Return transmittal slip ief

report and icciude a copy,
1747 to the Board of Apprais,

7

.
23,

rows PO-BSO (a-0n:

Tan., 1970

)

02

LSCOMMDL NN9T-

P&




xm*enmmcn . , . 1112.08

1112.08 Prnnary Exammer Initiating Dmsoluuon of Interference Rule 237(&)

[R-25]

Thls form is to be used in all cases except when the interference is before the Primary
Examiner for determination of a motion. Sufficient copies of this form should be prepared and
sent to the Patent Interference E\ammer so that he may send a copy to each partv

U.S. DEPARTMENT OF COMMERCE
Patent Office

Address Only: COMMISSIONER OF PATENTS
wuhanpton D.C. 20231

In re'Intf. No. 98,000

John Willard
V.
Luther Stone

Under . the provisions of Rule 237 your attention 13 called
to the follovxng patents: :

197,520 Jolien 1-1897 214-26
1,637,468 Moran 4-1950 214-26

Counts 1 and 2 are considered unpatentable over either of
these references for the following rea:dqs:

(The Examiner discusses the references.)

MMWard:pcf

Copies to:

John Jones
. 133 Fifth Avenue
= New York, New York 11346

Leonard Smith
460 Munsey Building
Washington, D, C. 20641

Patextee INvoLveEd

If one of the parties is a patentee, no reference shonld be made to the patent claims nor to

the fact that such claims correspond to the counts.  See § 1101.02(f), last paragraph. However
- this restriction does not apply to claims of the application. Langnage such as the lnlhmmg is
snggested: “Appheant’s claims—are considered  fully net by (or unp.ltvnmhh- overy the-—

. reference.”
300 Rev. 23, Juir 1670
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INTERFERENCE , ’ 1112.19

1112.10 {ﬁu«]l)enymg Entry of Ammdment Seeking Furlher Interference
, a1

(W!th apphcatlon or patent not mvolved in pment interference)

u.s. ocum OF COMRC‘

PATENT OFFICE
WASHINGTON. D.C. 20231

In Reply Piecse Reter 1o The Following:

EXAMINER'S L
NAME Z, Green

123 521,316 July 1, 1965
GR. ART U FILING DATE SERIAL N0,

Richard A. Creen

. APBLICANT J o INVENTION
- PIPE CONNECTOR
M Charles A. Donnelly ; ]
123 Main Street ’
Dayton, Ohio 65497 i :

Please find below ¢ communication from the EXAMINER in charge of this application,

Commissioner of Patents.

XA LK X NS

The amgndment filéd e ' has not‘ now been

entered since it doga ngt hlace the cwe ‘ln cohdltion for another
interference, k ‘ '

(Follow with appropriate pnfagraph, e.g.; {(8) or (d):
below:)

(a) Applicant has no right to make claims

because (state reason briefly). (Use where applicant cennot make
claims for interference with l.nothet lpplication or where appli-
cant cieerly cannot make claims of a pntent )

(b) Claime arve directed to a species

which {8 not preseantly allowable in this case.

Z,GCREEN :ns
557-2862

274404 O TO- B 205 ~ Rev. 23, Jan. 1970





