- ‘
retained to give opinions as
in patent casee in the courts, ey
who shall testify as an exp

Eendmﬁmmyoourt w:ilﬁfe dismissed, 1
e shall have go testified involuntarily,
compulsion by competent judicial auth
and without retainer or preparation.

"Congress, in 35 USC.

ranted by the Patent Ofi

. 282, has endowed

L]

every patent by the f
& presumption of validity, Public policy de-
mands that every employee of this Office re-
frain from expressing to any interested person
ang opinion or view s to the invalidity of any
U.S. Patent. The question of validity or in-
validity is exclusively a matter for the courts
to determine. Each member of the examining
corps is cautioned to be especially wary of any
inquiry from any person outside the Patent

ce (including any. employee of another
government. agency), the answer to which
might indicate that a particular patent should

ce with

not have been issued. @ .
Wh:ge::r an eggmin;lru is asked or sub-
poenaes testify in a sui ‘coneerning a pat-
ent, trademark registration, or application for
either, he is directed to report that fact im-
mediately to the Solicitor.
Examiners are cautioned against answering
i(x;&uiries from any person outside the Patent
ce as to whether or not a certain reference
was considered and, a gortz'on‘ whether or not
a claim would have allowed over that
reference. This applies to anything in the
patented file, including the extent of the field
of search and any entry relating thereto. The
record of a patented file must speak for itself.
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.«
Litg

r di
sion of opinion as to validity, . .
Also, Examiners are remindeqd that,
of the long established policy of the, Paler
of . the Patent Office to: testify. in patent suits,
they should, before allowing an application, de-.
termine chat the written record is acourate and

1702 Restrictions:

. Batract from Rule 341, Registration of Altorsey and
Agents. (g) Former: ¢eaminers. -No person who has
served in the examining corps of the Patent Office will
be registered after ‘termination of his seryices, nor, if
registered befors such service, be reinstated, unless he
undertakes (1) not to prosecute or aid in any manner
in the prosecution of any application pending In any
examisning division in which he served, on the.date he
left said division; and (2) not to prepare or prosecute
nor to assist in any manner in the preparation or prose-
cution of any application of another filed within two
years after the date he left such division, aud assigned
to such divislon, without the specifi¢ auttiorization of
the Commissioner.. Associated and related classes in
other divisions may be required to be included in the
undertaking or designated classes may be excluded. In
case application for registration. or relastatement is
made after resignation from the Office, the applicant
will not be registered, or reinstated, if he has prepared
or prosecuted, or assisted in thie preparation or prosecu-
tion of any such application as indicated in this
paragraph. ' .

In the above rule, “examining division” is
interpreted as synonymous with “examining

1703 The Official Gazette

The Official (azette reporta every Tuesday
the patents, design patents and trademark reg-
istrations issued on that day. As to each pat-
ent, the following information is given:
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section - inc ude particular

Unibed States Gam-t ‘of @usbmne ‘and: Patent
s, the U.S. Sy - Court,- and: the
Gaurt of Appea ior the -Distriet  of

Columbia Circuit, and selected decisions-of the
Commissionier' of Patents and Board of Ap-
peals.” These decisions constitute such impor-
tant statements of the law that the notice and
decision section is separately printed in leaflet
form and is dlstnbuted to the Exammers

1704 Records Kept in Exammmg
Groups

The principal records kept in the examining

gro s are two sets of cards, Form PO-205
_are arranﬁed numencally and Form

P0—206 of which those awaiting action are
amnged by individ ual examiners. Each card
contains data concerning the applications that
have been assigned to the groups, identified by
name of a p n title of invention, senal
number an te. Notation of attorn
is also made. Ewh set of cards also shows t e
name of the examiner to whom the examination
is entrusted or the assigned docket designation
and the class and subclass considered most. per-
tinent for examination, the successive actions
taken, and finally the patenting orabandon-
ment or transfer of the case.

‘Miscellaneous records are also ‘relating
to_matters such as cases on appeal, cases in-
volved in . interference, atentablhty report
cases temporarily in or out of the groups,

Rev. 11, Jan. 1967

) —This mgom‘
cations awai %‘ : The mformntu?n is
from the PO~ (rev ) prepared by the clerk
( d w m i e tlou

Actmty
sort 38 Hased on the
‘ecord ,':;Case Action

ated) irvespective of whether they have
pe )or mailed. The dates of thz vari-
s shall be advanced and reported as

the actions are counted, The oldest dates of
the, Erou p reported shall not be advanced except
ast actlonsmmailed

following only are counted as actions:
ar actions in new and amended

1.
cases,

2. One actlon for each application which
consists only in ing claims for inter-
ference and one for each appllcatlon in declar-
mg each interference.

Examiner’s statements in answer to peti-
tions from his actions. _
4. Examiner’s answers on appeals.
g Eeeclslon:d on motlo?s in interference. ‘
tters of ent or nonent 0
amendment afte‘;ls%l aci::onry ry

7. Letter advising applicant that e xpress
abandonment has taken place and the file will
be sent to the Abandoned Files Unit in due
course.

8. Declaration or redeclaratlon of an inter-
ference.

By “regular” action is meant rejections, in-
cluding requirements for restriction; letters or
allowances the Examiner as the result
of the examination of a new application or
the reconsideration or reexamination of an
amended application; requirements for formsl
changes or corrections; actions of the Exam-
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ably’ careful examination

they are first received to detgmym
classification - befom e tenﬂg th
on-Exammmg time is listed on Ex
Periodic Record of “Other” Time PO—GDOE
(rev.). Examiners should check this in order
to make sure that they are properly - cmd!ted
with such time. ,

1710 U.S.-German semh Mnge -

The German and U.S. Patent Offices have ini-
tiated n continuing program for exchanging
search results in cases where applications for
the same inventions are filed in both countries.

In general, the plan provides that where an
application is filed in the U.S. and LATER a
correspondmg application claiming U.S. prior-
ity is filed in Germany (U.S. origin applica-
tion), the U.S. search results are sent to the Ger-
man Patent Office after the first action on the
merits. Conversely, the U.S. Patent Office re-
ceives a list of references cited by the German
examiner in his action on an application filed
first in G- rmany and later in the U.S. (German
origin application).

The Office of Patent Services, primarily
through the newly set up Foreign Exchange
Section, is responsible for processing all matters
in connection with the exchange program in co-
operation with the examining Groups.

46

actado 1pnnted : 4 e
left, séotmn £ the flo ,m? to advi ahezx-

en prepanng the first
which  contains : reference citations, the
iner, when ﬁllm out PO-892, Notice of Reﬁu‘
ences Clwd check the box at the bottom
7. and will detach
mcluda it in the folder with
P0—892 whxch is forwarded to the Reference
Order Center.. .
If the first action on the merlts does not cite
any references, or if the application is bei
passed to issue on the first action, the clerk wi
check the ap E riate place on the Notice and
return it to the Foreign Exchange Section,

actlon on the ments

1710.02 German Origin Applications

In the case of a U.S. application which refers
to a prior German application for the same in-
vention, German search results are requested b
the Foreign Exchange Section when the U.

applications are received in Apphcatnon

ranch. A form, PO-952, identifying the U.S.
and German applications is com ete(f and for-
warded to the German Patent Office. At the
same time, & Notice containing information to
assist the Group in handling the application is
inserted in the left inside section of the file
jacket to advise the Group that search results

may be expected.
Rev. 14, Oct. 1967



y £ :
In pirbmulur it ahould be- ndted t.hat s US.
g:::nt ‘which issued: after the German filing
but which hias an earlier filing date, cennot
bemed a8 s reference in the German case and

] E"g\G

tin oopnes of any: refemnces cited;~ ll: be for-
wn-ded to the Examining Group to be placed
in the file, by the For Exchanga Section.

that the German examiner. pmsuMLy will not
hava nearohod such patents, assuming that they

- Normally, the search repo M‘d to be
received: retheU.S.upp ion is reached
for action in regu
file of tho«dpplwat&on when it is ruchod f
) "mmgm iry may be made of
ion to ascertain if
ived and is in process.;. But others
smination of the application is not: by
ferred: to' await a search report. If on
ceived sfier the examiner’s action, threfamwes
are to be considered in the same matiner as refer-
ences bemg cons:dered for citation in the mnd
action. -
‘'When the Exammer is uoemg ona cau in
whieh a search- Teport cm references has been
received from (copies of the refer-
ences will have been pl in the file), he is to
proceed with his own search and examination of

the application in the usual manner, but taking
a.dvall:t!;ge of any assistance fumxs’hed by the
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::Germany. Hence, pa.rtwulsr ut-
ing recent U.S.

2% . sear .
]acket the examiner shouid indicate in the usual
manner. those sub-classes in which he has made

‘‘‘‘‘

his ususl search; wherehehasfundxtneces—

sary to make only a partial or updating search,
the listing of the sub-classes thus searched
should be so marked.

The search report and the Notice are removed
from the file when the application is dgoeed
gﬁc and retained inthe 'Foreigh E

tion. ,






