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‘the iews: but the fact that a claim
'so read is not conclusive that it is generic.
y define only an element or subcombina-
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claim, then that species cannot be claimed in
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_ Generic Claim I
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 of the claims to not more than five species
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, d generic claim should be treated as
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_as required by Rule 141 and are wit
_ from further consideration in this case, Rule
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809.02(d) No Species Claims [R-

18] :

Where only generie claims are presented no
restrietion can be required except in those cases
where the generic elaims recite such a multi-
Micity of species that an unduly extensive and
{n densonie search is necessary. See section
80501(a). If after an action on only generic

claims with no restriction requirement, apph-

809.04

more than one

merely form
claims shall th

~_more prope

quirement to res
-ould be p

thataclaimdrawn

gregation or combination does not link
f two or more elements thereof, or
r more subcombinations, see 806.05(a).
most common types of linking claims
if allowed, act to prevent, restriction be-
entions fhat can otherwise be shown to
_ Genus claims linking species claims.
product defined by process of

“means” for practicing a_process
per apparatus and process claims.
1king claims exist, a letter including

a restriction requirement only or a telephoned
requirement to restrict (the latter being encour-
aged) will be effected, specifying which claims

are considered to be linking.
Retention of Claims to Non-
_Elected Invention 5

WVhere the requirement is predicated upon

the non-allowability of generic or other type.

ng claims, applicant is entitled to retain

in the case claims to the non-elected invention
“or mventions,
 If a linking claim is allowed, the Examiner

must thereafter examine species not to exceed

five if the linking claim is generic thereto, or

he must examine the claims to the nonelected
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n action

iven on all

ually Deferred ; ,
ce policy is to defer action on novelty
and patentability until after the requirement is
complied with, withdrawn or made final.
Ex parte Pickles, 1904 C.D. 12
1388 ¢ ; o
Ex parte
0636, = = .
Ex parte Weston, 1911 C. . 2185 1
o8y ; . .

810.03 Given on ,Elecl;ed '~In§ention
‘ When Requirement Is Made
Final . ,

_ Rule 143 last sentence states: “If the require-
ment is repeated and made final. the Examiner
will at the same time act on the claims e
1 invention.” Thus, action is ordina

on the elected invention in the a

making the requirement final.

811 Tlmefor Making‘ﬁequirement

Rule 142(a), 2nd sentence: “If the distinct-

ness and independence of the inventions be
clear, such requirement (i.e. election of the in-
vention to be claimed as required by lst sen-
tence) will be made before any action upon the
merits; however, it may be made at any time
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. 812 Who Should Make the Require-

Proper

Where a requirement to restrict is made

withdrawn, because improper, when it becomes -

proper at a later stage in the prosecution, re-

striction may again be required.

~ 811.04 | ’Proper'Even Though Grouped

Together in Parent Case

_ Even though inventions are grouped togctlgé

in a requirement in a parent case, restriction
thereamong may be required in the divisional

case’if proper.

ment .

equirement should he made by an exam-
er would examine at least one of the
inventions. s e
An miner ordinarily should not require

restriction in an application none of the

claimed subject matter of which is classifiable
in his group. Such an application should be
transferred to a group to which at least some
of the subject matter belongs.

' 8]2.01 , Telelihone’Rést’riction Practice

[R-18]

If an examiner determines that a requirement
for restriction should be made in an applica-

~ tion, he should formmnlate a draft of such re-

striction requirement including an indication of
those claims considered to be linking and
generic. No search or rejection of the linking
Slainss should be made. Thereupon, he should
telephone the attorney of record and ask if he
will make an oral election, with or without
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an oral election would cause the applicat

~ be examined in another group, the mm-ltmzz

~ group shonld transfer the application with
signed memorandum of the restriction rnqmw«
ment and a record of the interview. The re-
ceiving group will incorporate the substance of
this memorandum in its official letter
above. Differences as to restriction
ttled by the existing chain of com-

327 ety B8 24

linked inventions that may be elected.

’8].)
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se by exammers
ne, txatmn uthority. Ot

t h he prior approval of heir

1l ary Em
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Specie
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nointed out in ex

why such
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ead all of the claims in o de-
the claims cover. _doing

, thb hé claims directed to each separate sub-

lhould be noted qlono' w1th a statement of

st way to most clearlv and pre-

the application

~hou]d be restricted. It con51sts in 1c{)ent1fvmg'

each separate subject amongst which restriction

is required, and O'roupmg e.lch claim with its
subject.

While every claim chould be accounted for,

_the omission to group a claim, or placing :
claim in ‘the wrong group will not affect tho o

,f a final requirement where the re-

oper and the correct

mitted or erroneouslv

he generic or othor,f',

'Imkmg claims should' not be associated with

any one of the linked inventions since such

claims must be examined with any one of the
T]11~

fact should he r-lo'u'h' &tatod

Make Reqmrement ( omple Te

[R-18]

When making a requirement every effort
should be made to have the requirement com-
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! p'n"lte inventions should be identified
agroupmg of theclai t] short descrip-

on of the total extent of the inve tmn claimed

ty]
by statin

ubcom m‘ltlon. or to

es 1s eqmred
o onutline of a

ofa letter for a requn'e-i‘

1ded to cover

. given for other tvpe%' ‘
of mdependent inven ons since th v rarely

t facts whxch show dxstmctness ?
the inventions as claimed, don t
te your conclusion that in-
fact are dxstmct

(3) (’ombmatxo
The same as (1) above
(4) Pm&——Appamtus
Process can be carried out by hand or
by other apparatus
Demonctrate Etamlners sugges-
tion
OR
Demon’tmte apparatus can be used in

By Examiner’s sugmtlon .
OR ‘

Proces: (or. apparatus) can produce, .

other product (rare)

D. Allegation of reasons for insisting upon re-

striction—For combination, subcombination,
and elements of a combination the reasons are
_ implieit in the determination of dlstmctneeq,‘ ~

see 806.05(¢) ' ~ , ‘

Statement of the reqmremenf
Identify each group by Roman nume
List claims in each group ;

(‘heck accuracy of numbering
Look for same claims in two groups
Took for omitted claims

Give short description of fotal extent of
the subject matter ('Immed in each
roup

Pomt out crmcal claims nf dlﬁeren

sco ,

Identll)i?v wh ther vomhmwtmn. suhr-nm-
~ bination, pmces&. apparatus or prod-
uct

(’lassify each group
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‘Separate status in the a
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immarize (1) (hstmcme‘zs and (2) rea-
ns for insisting upon r&%trwtmn, if

‘ app

~Include paragraph advising as to respmm*

required.
Indicate effect of allowances of ]mkmg
claims, if any present. ,




on requirement, ;
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fically point out the supposed

iner’s rejection or objection.

ion :’Fixed b

es fixed when the claims in an
eceived an action on their
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rst pr@énted'

in which no

nt is claiming two or
may be species or vi
inventions) and as a resu

aims he cancels the elaims to

one or more of such inventions, leaving claims
to one invention, and such claims are acted

upon by the examiner. the claimed invention
thus acted upon is elected.

s Election and Traverse
-ation of requirement. If the

rion, he

or modifieation of the requirement, zivinz the reasons

therefor (see rule 111 7 In requesting recongideration

the _applicant must indicate a provisional election of
one invention for prosecution, which invention <hall
be the one elected in the event the i‘(:i,;uirerxmmzz, he-
comes final, The requirement. for restriction will be
reconsidered on such a request. -1 the requirement is
repeated and made final, the examiner wili at the same
time act on the claims to the fuvention slected,

ay request reconsideration and withdrawal

uirement must be complete
bee 111(b) which _reads i

the first sentence of Rule 143,

t the exa ;
as a proper reason for such
reconsideration.”
le. the applicant is required
t out the reasons on

in error does not compl
with the requirement of Rule 111. Thus the
required provisicnal election (See 818.03(b))
becomes an election without traverse. ~

818.03(b) Must Elect, Even When

- Requirement Is. Traversed

_As noted in the second sentence of Rule 143,

a provisional election must be made even
though the requirement .

= .

%\ pplicant is advised that his re

complete must include an election consonant

with the requirement, see Rule 143.7
The suggested concluding statement should
e reworded to fit the facts of the particular

requirement, e.g.. 2s in 809.02(a) second form

,!,’):1'mgraph_|inder (3. . ’
818.03(c) Must Traverse To Preserve
Right of Petition

Rule 144, Petition from requirement or restriction.

After 2 final requirement for restriétio:j, the applicant,
“in o nddition to making any response due on the re-

miinder of the action. may petition the Commissioner
to review the requirement. Petition may be heferred

antil after final action on_or allowance of ciaims to

thie invention elected, but must he filed not later than
appenl. A petition will not he considered if reconsid-
aration of the requirement was not: requestssd. (See
rule 181.) o '
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held linking is
e process of
orth partic-

on that re-

3 (e) Applicant M Mak
. Own Election :
Applicant must make his ow

iner will not make the
ule 143, second se:

ther n after an election is once mad
_and action given on the elected subject matter.
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iner holds are drawn to an
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such a nature that the Office compels res
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parte Loewenbach 1904 C.D. 170, 116 O.G. 857,
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820.01 Old Combination Clalmed-—
- Not an Election
Where an application originally presents
claims to a combination (AB), the examiner
holding the novelty if any. to reside in
combination (B) per se (see 306.05 (L

_and these claims are rejected on the grdu'nd of

“old combination,” subsequently presented
claims to subcombination (B) of the originally
claimed combination should not be rejected on

the ground of previous election of the combi-

nation. nor should this rejection be applied to
such combination claims if they are reasserted.

_ Final rejection of the reasserted “old combina-

tion™ claims is the action that should be taken.

Th bination and subcombination as de-

fined by the claims under this special situation
for distinct inventions.  {(See

820.02 Interference Issues—Not an
~ Election . ‘
Where an interference is instituted prior to
an applicant’s election. the subject matter of
the interference issnos is not elected.  An ap-

~ plicart may, after the termination of the in-




.  be treated substant

pplications no
ere such holding is not challen
02(c) through 809.02(e)
propriety of a req
traversed, is reviewable
144, .
All claims th
directed to the
withdrawn fro
‘Examiner as se h in se
821.01 through 821.03. A
such claims the appli
aminer’s holding tha
he elected subj '

which the tra:

they are not

matter. Claim

sented should be withdra
indicated in the oth

) traverse is pre-
_under Rule 142(b)
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ner is still of the opinion that
roper he shall repeat and make

final the requg'ementin ‘the next Office action.
(See 803.01.) In doing so, the Examiner

should reply to the reasons or argument ad-

vanced by applicant in his traverse. If the

Examiner. upon reconsideration, is of the opin-
ion that the requirement for restriction is im-
proper he should state in. '
that the requiremen
drawn and give an act

If the requirement
final, in that and in each subsequent action.

. the claims to Lhe[xi'onelectéd ntion should
,;*Stan

142(b), as being for a nonelected invention
species). the requirement having been trave
in paper No, __. .7 ,

ground that
elected subject

821.02

_ “Claims __. / thdrawn from
_ further consideration by the examiner, Rule

the case substantially as folloy
_ stand allowed. @

Rule 144)

The prosecution of thi
ept for consideration of
When preparing a final actio
tion where there has been a t1

ule 144). e . ,
as otherwise placed the application

, n for allowance, the fail ncel
‘drawn to the non-elected inventionorto

take appropriate action will be construed as
horization to cancel these claims by Examin

er’s Amendment and pass the case to issue after
piration of the statutory period for ap-

(See 714.13 time for appeal.) =

at the petition under Rule 144 must

not later than appeal”. This is con-

mean appeal to the Board of Appeals.

s ready for allowance after appeal

ition has been filed, the Examiner
rould simply cancel the non-elected claims by

\ E$ﬁi’1i?191"s Amendment, calling attention to ‘
_the provisions of Rule 144. L AlE e

After Election Withi

erse

"Tr'aﬁiv-f

Where the initial requirement is not tra-

versed, if adhered to. appropriate action should

he given on the elected claims and the claims
to the nonelected invention should be treated
substantially as follows: : ‘
“Claims __._ stand withdrawn from
further consideration by the examiner, Rule
142(b), as being for a nonelected invention (or
species). Election was made without traverse
in paper No e
This will show that applicant has nof re-

tained the right to petition from the require-
‘ment under Rule 144,
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"fThe‘ action should take substéntiéilj th
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4T, Claims

1t paper N¢ ,
d applicant has received an action on

Jlaims ____. are for __
fy invention, give factual showin

or statu

an original requirement).

~ Applicant s required to restrie
_to the invention previously electe
he claims of group II are held withdrawn

from further consideration by the examiner

prior election, Rule 142(b).”
e, a complete action on all claims to
le invention should be given.
ote that the above practice is intended to
no effect on the practice stated in 1101.01.
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which see 804.01), is as follows:

e
, as claimed, it is distinct from
n, show separate classification
, .e., make complete showing of
propriety of requirement in manner similar to

_recite the same subject mat

 Unde , )) the practice
overlapping claims i applications copen ing
before the examiner and not the result of and
consonant with quirement to restrict, for

Where claims in one application are unpat-
entable over claims of ano application of
the same inventive entity (either because they
r because the
prior art shows that the differences do not im-
part a patentable distinction), a complete
examination should be made of the claims of

' " The claims of the other appli-
cation may jected on the claims of the one
examined, her th ne exam-
 In aggravated situations no _other rejection
need be entered on the claims hel unpatentable
over the claims of the other application. How-
ever, any additional claims in the one applica-

tion that are not rejected on the claims of the

_ other should be fully treated.






