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- tinnation. Substitute, or Continuation-in-part

- 20203 On File Wrapper When Priority Is Claimed for
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202.05

203 - Status of Applications

263.01 ~New i .

203.062 - Rejected

20303 - Amended

4 Allowed

Abandoned
~ Abandonment for Failure to Pay JIssne Fee
 (Forfeiture) ' '

208,08 - *Status Letters”

201 Types of Applications

~ Patent applications fall under three broad
_ types: (1) applications for patent under 35
[7.5.C. 101 relating to a “new and nseful process,
machine, manufacture, or composition of mat-
ter,ete.”; (2) applications for plant patents un-

Extension of Period of Priority, Public Law

‘must have the

1o bhe

A joint application

ntion is presented ‘as that

t joint inventors, the application may bea

‘to remove the names of those not inventors upo

ing a statement of the facts verified by all of th orig-
inal applicants, aud an ouath as required by rule 65
by the applicant who is the actual inventor, provided
the amendment is diligently made. Such amendment
consent of any assignee. =

T _ statement of the facts verified

~ The required ified
by ali of the original applicants” must include

‘at the least, a recital of the circumstances, in-
cluding the relevant dates, of (1) the mis-

joinder and (2) the discovery of the mis
joinder. Without such a showing of circum
stances, no basis exists for a conclusion that
the application had been made in the names
of the original sol .
“through error and without any deceptive in-

tention”, and no foundation is supplied for

‘a ruling that the amendment to remove the

names of those not inventors or include those
added as inventors was “diligently
made.” ~ o

Rev. 17, July 1968
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812 apply to attempt

st be by the
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‘ner as ‘ or*gin

exammed in the same man-
However, if such an

[ ’f’"fhf’ papers ﬁ]ed ,
a leen found that this appllcatlon,
le

' -actual 30mt mwntm' or mcluded
t inventor who was not in fe
ntor) and aﬂ'r)rdmgly, thls app atlon hm
ith Rule 4:

ange ‘xbly apphwl to the hx
ap\hcatlons of an mvonmr, nl
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wlo»mg .17 :‘

and éertmed by the
proposed amendment

ntemp a.testha’t the papers wi k]l
stody of this Office, the reque
ould be submitted
: ' pertinent parts, and if the
requirements under that Rule are fully met, the
applu-‘umn \nll he given a Mmg ate of the




applic
those not elected afte

¥, an applicatio
1d not, exther as | ]ed or by

unden‘lke, puor to gnmg a ﬁhng d‘lte, to de-
cide whether differences between the parent and
divisional case involve matters of

of form only It fo]lows tha

amendmen ‘

be w lthheld

1-1( apphc‘xtlon is a division of the p:ixent case

the restmctmn reqmrement
ndmon i sfied, it

in ;ﬁrhxch the parent apphc'ltlon ss

Wrzen the divisional case is ﬁledy

prior to abandonment or patentlng
ent ipphcatlon

Since Rule 45 (second pamgmph) penmtc
the conversion of a joint application to a sole,
it follows that a new application, restricted to

/ - divisible subject matter, filed during the pend-
ency of the joint application by one of the.

joint ‘apphcanta in place of restricting and
con.ertmg the Jomt case, may properl} be -

Rev. 17, July 1968




‘manner under Rule 45 (third par erein us of the filing date d the
graph), a new joint application for divisible  app 1. A new set of claimsdirected to:
subject matter present In a sole*g}:g ication  same invention as that prosecuted in t
may be iderti as a division if by the  ing application is required. ’I‘he,ﬁlmﬁ ;
sole applicant and another during the pendency  that appropriate to all the claims to be ir
of thesole. See201.11. .= S - i the new case. . The entire file

conditions must be

However, the following tents of the earlier application will be incl

satisfied in each of the foregoing situations,
(a) It must appear that the parent appli-
led “through error and without
intention”. o
overy of the mistake the new

- the new applicant or applicants.
. (c) There must be"ﬁP

by Rule 45.

phcatlonsee 20202 > cf
20107 '

. uation is a second application for
the same invention claimed in a prior applica-
tion and filed before the original becomes
abandoned. Except as provided in Rule 45,
the applicant in the continuing application
must be the same as in the prior application.
The disclosure presented in the continuation
must be the same as that of the original appli-
cation, 1.e., the continuation should not include
anything which would constitute new matter
if inserted in the original application.

At any time before the patenting or abandon-
ment of or termination of proceedings on his
earlier application, an applicant may have re-
course to filing a continuation in order to intro-
duce into the case a new set of claims and to
establish a right to further examination by the
Primary Examiner. :

For notation to be put on the file jacket by
the Examiner in the case of a continuation ap-

plication see 202.02.

STREAMLINED CONTINUATION

If the drawings and specification of a new
application are to be identical with those of a
pending application of the same applicant, and
if the claims are to be directed to the same in-
vention as that prosecuted in the pending ap-
plication, the application papers of the earlier
case, excepting the claims but including the
drawing, may be used in the new case. A re-
quest for the use of such papers must be made
and such request will be considered a waiver of
the right to further prosecution of the earlier

_must be diligently filed and the
\blishing good faith rests with

[ ed in the new applica- ¢ . |
tion the verified statement of facts required  set of claims and requesting the use of the con-
- lined continuation application is set forth in the

‘For notation to be putr‘bn the file jacket by ed ca ‘
‘ i ' - notice of May 31, 1966 (828 O.G. 1085).

‘the Examiner in the case of a divisional ap-

' parent application has been allowed an

- application has been abandoned.

~in the file of the new one but the Offi
the former will not be regarded as act

latter and the prosecution of the n pplica-
tion will be conducted in the same manner as if
new application papers had been filed. A new
serial number and tiling date will be accorded
but the effective filing date will be that of the
earlier application. - O e

A suggested format for transmitting a new

tents of an earlier filed application for a stream-

The streamlined continuation application

@ rocedure may not be used when at the timeof

ing the continuation application: él) the
the is-

sue fee has been paid; (2) the parent application
is involved in court action; or (3) the parent =
Ifacontinua-
tion application having one of the above defects
(as determined by the clerical personnel assoon
as the application is received in the Examining
Group) is filed, it is returned to Application
Branch for cancellation of the serial number
gmd1 filing date, and applicant notified accord-
ingly.

If there is a defect in the format of a stream-
lined continuation application which can be
corrected, such as failure to include claims

~drawn to the same invention prosecuted in the

parent application, failure to grant a power of
attorney in either application to the person filing
the continuation application, or some other
minor defect, applicant will be given one month
to correct the defect. Failure to do so will
result in the cancellation of the continuation
application. ‘
he Primary Examiner makes an initial re-

view, the main function of which is to deter-
mine that the new case is a proper continuation
and how to treat the case if it is not proper.

‘While the conditions of the streamlined prac-
tice require that “the claims are to be directed
to the same invention as that prosecuted in the
pending application,” the inclusion of one such
claim will ge acceptable to preserve the serial
number and filing date. Claims to the same in-
vention in continuation cases are claims which
cannot be properly restricted from the claims
prosecuted in the parent application and are
fully supported by that disclosure.

Bov. 16, Apr. 1088
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TYPPS, CROSS-NOTING, AND STATUS OF APPLIGATION  20L.11

file 1,;] cket by Sling date of the first appiication and if it com-
10D tains or is amended to contain'a specific reference tc
the earlier filed application. : o
~ . L There are three conditions in addition to the
201.09  Substitute - : - basic requirement that the two applications
The use of the term *Substitute” to d ~ be by the same inventor:
‘nate an application which is in essen - 1. The second application (which is called a
duplicate of an application by the same appli-  continuing application) must be an application
‘cant abandoned befor “filk e lat for a patent for an invention which is also
e, finds official recognition in the disclosed in the first application (the parent or
Ex parte Komenak, 1840 C.D. 1: 5 .G. 739. original application) ; the disclosure of inven-.
Current practice does not require applicant to ~ tion In the first application (and obviously in
in the specification reference to the earlier “the second 3PF11‘33F‘0D as well) must be suffi-
ise. The notation on the file wrapper (See ~ clent to comply with the requirements of the
1 202.02) that one case iz o “Substitute” for an- first Par&gr&p.!},ef 35,,1"-31-9- 2.
other is printed in the heading of the patent = 2. The continuing appiication must be co-
copies. See 201.11. . . pending with the first application or with an

As is explained in 201.11 a “Substitute” does ~ application s milarly entitled to the benefit of

: F ctat_lonﬁtbt\he{ put on thi e ]a
the Examiner in the case of a continuation
part application see 202.02.

not obtain the benefit of the filing date of the = thefiling date of the first application. L
prior afi"plication. S T .  , 3.'5T]1elcont111ltzng appllcaf,lon must contain
e ~ a specific reference to the prior application(s)

in the specification. - L e

201.10 Refile e o - i i fei o
 "'No official definition has been iven tl o e ame inventor’ has been construe
N e e e O e el in [n e Schmadt, 1961 C.D. 542; 772 O.G. 897,

‘Re-file, though it is sometimes used as an alter- (7O RCRINAL, 1T Ty (U2

native for the term Substitute. fo include a continuing application of a sole

If the applicant designates his application as  Ihventor derived from an application of joint
5 inventors where a showing was made that the

“re-file” and the Examiner finds that the appli- 1} ; h ;
cation is in fact a duplicate of a former appli-  joinder 1,,""9],?9{1 error “'”tht any deceptive
cation by the same party which was abandoned  ntent (85 U.S.C.116).  See 201.06.

prior to the filing of the second case, the Ex- : CopENDENCY

aminer should require the substitution of the
word substitute for “re-file.”” since the former
term has official recognition. The endorsement
on the file wrapper that the case is a “substi-
tute” will result in the further endorsement by
the Assignment Branch of any assignment of
the parent case that may have been made.

Copendency is defined in the clause which
requires that the second application must be
filed before (a) the patenting, or (b) the
abandonment of. or (¢) the termination of
proceedings in the first application.

If the first application issues as a patent, it
: o . - is sufficient for the second application to be co-
201.11 Continuity Between Applica-  pending with it if the second application is

tions: When Entitled to Filing  filed on the same day or before the patenting
Date ~of the first application. Thus. the second ap-

Under certain circumstances an app]icat.ionf ggﬁ;f;‘? 'bngg;"‘;.(,bghgl%g&:;}:;}fal.t]lfﬂﬁ{:t]-tl Si,;snig
for patent is entitled ro the benefit of the filing Issue, or even between the time the final foe is

: i ication ¢ » inven- . .

date of a prior application )f‘the_sm‘;nf mnve paid and the patent issues. :
tor. The conditinns are specified in 35 U.S.C. If the § : L .

) o r L . . ) , the first application is abandoned, the
120, which contains a few variations over the 1 licatior ) . e

vtice nrior 1o Januare 1. 1953, which wne  Second application must be filed before the
2:};‘ bl;/si ({’ u)mi ’l‘l_,;“ﬂ"'(}‘iﬁ(‘ );;;;'.isi()l) "(‘f the abandonment in order for it to be copending

- base any specific provis nf the Sl tha £
statufe pon any =p I with the first. The term “abandoned,” refersto
sratute, , abandonment for failure to prosecute (Section
A 2 N 44 /i g /N y rd ) g . - : L :

35 11.8.0. 120 Benefit of carlicr fling date in the 711.02), express abandonment (Section 711.01),
United Stales, An application for patent for un in- and abandonment for failure to pay the issue
vestion diselosed in the manner provided by the first fee (Seetion T12). 1f an abandoned npplicn-
paragzraph of section 112 of this title in an application tion is revived (Section T1 1L.03(e) ) ora petition
previonsty filed in the United States by the same in- for late payment of the issue fee '(’S(,‘-,ti(,,'l 71;'))
ventor shall have the same effect, as to such fnven- s ,‘.!'I'IHH(’({'/ by the .Commissioner. it becomes
tion, as thoygh filed on the date of the prior applica- reinstated s o pending application and the
tion, if filed before the patenting or abandowcent of preceding period of abuandomment has no effect.
o termination of {')I’(ﬂ,’ﬂ","df“ﬁ.’.‘i on the first applisation "The (x;\'?)r(;ggi“n Stopmination of pr()(‘f(.(.(“n(rq”
or on an application similarly entitied to the benefit of 15 new in the statute, althouel not m.whj”

10,1 Rev. 14, Oct. 1967
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_ application. An.
_to refer to such applic

t application.  Ifapplica
ires that the pending application have he
senefit of the filing date of the first filed applica.
jon he must, besides making reference 3
secification to the intermediate applic

ake reference in the specification o the
, gghcatlon.  See Hovlid v. Asari et al,

Q 162; 305 F. 2d 747.
_ Therei be

“plication and the b
_are computed from t
1. An app!

_ of the later filed applic
_is aware of such a prio
‘tion he should make a 1

ow this fact.

; plication, the noration
pper is printed in the heading
copies and thus calls attention

ip of the two cases.

. ,

Ifa e
ing abandoned application in the specification,.
the manner of referring to it should make it

bandoned before filing the

F1T OF FILING

Where the first épp]ication isyﬂfo'ﬁn,d to be

‘kfatall,y defective because of insufficient disclo-

_ sure to support allowable claims, a second appli-
‘cation file

¥

first application.  Hnunt Co. v. Mallinckrodt

_Chemieal Works, *2 USPQ 277 at 28] and ~aves
cited therein. FR-18) 0 ,

_certain requirements, an applic:

t refers to a prior noncopend-

filed by the same applicant (inve
as a “continuation-in-part” of the

first application to supply the deficiency is not
_entitled to the benefit of the filing date of the

_ country as explained below.

tion for patent

 fled in the United States may be entitled to S
e of a prior applica-

ed i , country, to overcome an
ening re: for similar purposes.
onditions are specified in the first para-

, graphpf 35 U.8.C. 119.

Extract from 85 U.S.C. 119. Benefit of carlier flling

reign country; right of priority. An applica-
patent for an invention filed in this country by ‘
person wko has, or whose legal representatives o
fens have, previously regularly filed an applicat!

tent for the same invention in a foreign
ntry which affords similar privileges in the case

~ of applications filed in the United States or to citizens
“of the United 'States, shall have the same effec S
the same appiication would have if filed in this ‘conn-

try on the date on which the application for patent

| for the same Invention was first filed in such foreign '
country, if the application in this country is filed
. within twelve months from the earliest date on which

such foreign application was filed; but no pa

_ be granted oz zny application for patent for an |
' tion which had been patented or described

printed publication in any country more r
year before the date of the actual filing of the appli-

‘cation’ in"this country, or which had been in public

use or on sale in this country more than ore year

prior to such fling. T ,
 The period of twelve months specified in thi
section is six months in the case of designs, 35
US.C. 172, e
The conditions may be listed as follows:
1. The foreign application must be one filed
“g foreign country which affords similar
ges in the case of applications filed in |

nited States or to citizens of the United

tates.” - ,
2. The foreign application must have been
tor) as the
pplicant in the United States, y his legal
representatives or assigns. =~ il '

8. The application in the Un ,ed’,Stalttes must
be filed within twelve months from ‘the date
" of the earliest foreign filing in a “recognized”

 Rev. 18, Oct. 1968




_ being written in Lisbon 1n 1958
was last T d in Stockholm

‘ countries which al
ht of priority, and a foreign
right by re-

ry and inventor .

even thoupﬁl the two ,/apﬂ

owned by the same party. Howev
y (612 0.G. 23, 53 Star. cation in the foreign country ma;
by the letter I following the
name of the country; the Inter-American Con- 104 in so
vention relating to Inventions, Patents, De- v the invento
signs and Industrial Models, signed at Buencs  ume of the:
Alres Au 207 0.G. 93 tforeiom Tic
1811), indicate ‘ e APD e
£ the country: or reciprocal legislation in the indication of t}
o1 the country; 9 X , ~the oath or dec y S.
. gpplication by id ; gn applica-
tion and stating that the foreign application
T et ~ had been filed by the assignee, or the legal rep-
i (% f(‘,'“?‘,d‘ y(v],), : / resentative, or agent. of the inventor, or on -
I)A) ’Ce';,l]];?l ‘}I)“ '(,’h'z;d" Re SuP AL Lalf of the inventor, as the case may b
. ) 9 b ' o 000
Sns o blic. of (_BrazzaVihe’f) seceptable. -
nba (1, P), Cypru:
I), Dahomey (I), Denm:
(D, I an Republic (I, 1), Ecuador (P
_ Finland (I). France (T), Gabon (I, Germ:
Federal Republic of (1), Greeee (1), Guaten
 (P), Haiti (1, P), Hondnras (), Hungar
Teeland (1), Indonesia (I), Iran (1), Irel :
(D), Israel (1), Italv (1), Ivory Cor : .1 Wi
of (I),Japan (1), Kenya (1), I Cor in Article 4C (2) that
Kingdom of (1), Lebanon (I echen:  “the day of filing is not counted in this
(1), Luxembourg (1), Malagasy, Republic of period.” (This is the usual methed of comput-

 Rev, 18, Oct 1088
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application. The

_citing foreign applications before January 1,
1953, ded more information tha the pres-

£ owmg{)e e
' acc

aragraph is still

barring the patenting ¢
made by Germans or Japal
_requirement in the oath -
of the f

An applicant lllﬂb claini the benefit of the filing
application under. the condi--
tions specified in 45 U.S.0. 119, The cinim to priority

dite of a prior foreigy

Rev. 1. Jan. 1964
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priority date,
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titledf?to)the date. If it is determined that he
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11 the priority papers are
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applica 1 from Great Britain there
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“complete specification.” The nature and fur
tion of the British provisional specification

 decribed in an article in the Journal of the
Patent Office Society of November 1936, page
- 770-774. According to British

ional specification nee , (

isclosure of the invention in the sen ‘
U.S.C. 112, but need only describe the general
the invention, and neither claims nor
quired. = Consequently, in con-
provisional specifications, the
of disclosure is impor:
the British provisional -
ns: nt for lack of discl :

reliance may then be had e complete s

fication and its date, if one has been presen
en being treated as

pecification and draw-

ign applica may have been
eque the filing of the
foreign count Even though
lled the application and the
filing date of this petition is the filing date of
the application in a particular country, the date
ceorded here is the date on which the specifica-

petition in t

tion and drawing were filed.
Tt may occasionally happen that the U.S.
application will be found entitled to the filing

date of the foreign application with respect to

Rev. 15, Jan. 1968




__used in referring to appl
ment, employees hled withou
3 ,

, 1928, ,

, as repea ed Oc ;

ning with this d here are no longer

~ plications whi rom the filing

or issue fee. tions are not alw

_owned by the gover
not mventlons of o

ed by the gov ernment

202 Cross-Notmg

202,01 In Specifieati

See Rule 78( a), Rule 79
There is seldom a reaso

to refer to the apphcatxon
ignee. Such

ot be penmtted :

ev. 15, Jan. 196%

- When an application is a cor
~ of two or more distinct applic

rnment emp oyees, ma) ;

o _graph of this section.

ne application
er applicant

8 specxﬁcatx" o
: xamme in black mk

of n,apphcqtlon w hlch
¢ patent number and
ied. The patent num-
of a con-

: IF the appli
division or a division of a con

an application is a contin
tmuatwn—m-part only
plication wil
The status of the,

the prmted patent now mcludes
parent data of continuation- in-
tions as has been the practlce in conti

~ divisional, substitute, and reissue applications.
Some exceptxons may occur, see the last para-
Inclusion of this infor-
mation in the heading does not necessarily
* indicate that the claims are entitled to the bene-
fit_of the earlier filing date.
~ tice will not change the procedure with regard
- to assignments as set forth in the firs ‘

of pamgraph 2 of Sect ""’»06 of ' l

‘The above prac-



r‘tpper consmc of h
te (filing date). a

‘and patent numl
e particularr

 The file wrappers used durin
J y 1964 to September 1966
rate boxes for the "1[ i
bers, and a bhox for ¢
rity has been made.

ppers in use from “eptemb&r 1966 td G
itional hmr

irther. mvludp an ad

reign applica:.
ATagr nph),J

for mgnf
of the

‘notice be plaf’ din
nt for which an ap.

plication for

form mp O\ed fox it

2 'lpphcatlon is one that
. by the

o an
d gnated"
as a “rejected
r until ¢ acted upon by
y miners.
i r “until it becomes

- Amended

: mended” or “old” application is one

h,ung been acted on by the Examiner,

irn been acted on by the applicant in

o the Examiner’s action. The appli-
yonse may be confined to an election, a

of the action taken by the Examiner or

clude an amendme of the .lpphv:umn

Rev, 1.5._July 1947




n the pa he office. -
p her type of inquiry is to be distinguishe
from ordinary status letters, When a U.S. ap
.~ plication is referred to in a foreign patent ( for
priority purposes, for example), inquiries as to
the status of said application (abandoned,
i tented) should be forwarded fo the






