- 6861; 158 USPQ 584, where the onl ground
urged was failure to file a certified cop

of the
1ginal foreign application to obtain the right
foreign priority under 35 U.S.C. 119 before
the patent was granted. The correction of mis-
joinder of inventors was held not to be a grounc
for reissue in Ex parte Johnson, 1958 C. D 22
731 0.G. 6. :
When a reissue ‘apphcatlon is filed w1thm
“two years from the date of the original patent,
a rejection on the ground of lack of nce
T delay in ﬁlmg the reissue should not be made.

Errors in a ,
, namel y reissue, 'by th
, ificate which beco
and by dlsclalme

85 USG’ 251 Reiuue of defectm ‘patents. When-

ever any patent is, through error without any deceptive

~  intention, deemed wholly or partly inoperative or
~ invalid, by reason of a defective specification or draw-
. ing, or by reason of the patentee claiming more or less

‘the payment of the fee required by law, reissue the
- patent for the invention disclosed in the original patent,
" and in accordance with & new and amended application,
for the unexpired part of the term of the original
patent. No new matter shall be introduced into the
-application for reissue. .

The Commissioner may lssue geveral reissued patents
for distinct and separate parts of the thing patented.
“'upon demand of the applicant, and upon payment of

the regquired fee for a reissue for each of such reissued

patents.

The provisions of this title relating to applications
for patent shall be applicable to applications for re-
jssue of a patent, except that application for reissue
may be made and sworn to by the assignee of the
entire interest if the application does not seek to
enlarge the scope of the claims of the original patent.

than he had a right to claim in the patent, the Com-
missioner shall, on the ‘surrender of such patent and -~

Rule 171, Application Je reinue An appucation

.for reissne must contain the same

sorian application for an orlginal patent, complying with'

- all the rules relating thereto ‘except as otherwise pro-

. vided, and in addition must comply with the require-

. ments of the rules relating to reissue applicatlons The

applicatlon must be accompanied by a certified copy of

an abstract of title or an order for a title report, to

be placed in the file, ‘and by an on'er to surrender the =
original patent (rule 178) : !

~'1401 02 By Whom Filed and to
3 Whom Granted [R-21]

tions must be signed and sworu to, or declaration made,
by the inventors except &s otherwise provided (see.
rules 42, 43, 47), and must be accompanied by the writ-:

ten assent of all assignees, if any, owning an undivided .
interest in the patent, but a reissue application may =

be made and sworn to, or declaration made, by the
assignee of the entire interesat if the application does
not seek to enlarge the scope of the claims of the
original patent.- G

(b) A reissue will be grsnted to the original patentee. .
his legal representatlves or asalgns a8 the interest may
appear. ,

The anmmer must mspect the abstract of
title to determme whether Rule 172 has been
complied w1th

229 Rev. 21, July 1960
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rts required for

-Rule 172, (a) Appucants agsignees. Reissue applica- .



' ten memo and the mformatlon is apphed by the

a mounted copy of
or “an order for sazpe?’ ‘

' be made in the drawmgs, mcl, dmg cancelli
" an entire sheet, the drawir
,pari‘:[gﬁat may be used in lieu of new drawz

f the orlgma

ounted copy of the dra

“Informal, AFE“ (Admitt
the L

Draftsma’

Record Room on the notice m the patented ﬁle o

"Patent and When Such
[R-21]

‘ Patent Is Retumed

allowed It a missne be. refused tbe origlm] patent
wlll be returned to applicant upon bis reqnest.

The examination of the reissue apphcatlon
on the merits is made even though the original
patent or an affidavit has not been received,
but in such case the Examiner should require
- them in the first action. '

will be sent to him by the Mail and Correspond-
ence anch and not by the Exammmg Group

"1401 05 Use of Orlgmal Drawmg
[R-21]

Rule 174 Drawings. (a) The drawings npon which

the original patent was issued may be used in reissue
applications if no changes whatsoever are to be made
in the drawings. In such cases, when the reissue
application is flled, the applicant must submit 8 tem-
porary drawing which may consist of a copy of the
printed drawings of the patent or a photoprint of the
original drawings securely mounted by : pasting on

sheets of drawing board. of the size requlred for

original drawing, or an order for the same.

(b) Amendments which can be made in a reissue
drawing, that is, changes from the drawing of the
patent, are restricted. :

Rev. 21, July 1960

-~ issue appllcatmn must dnclude the entire specification :
and claims of the pateut, wnth the matter to be omit-
. ted by reissue enclosed in square brackets’ and any

If applicant requests the retum of his patent,
on abandonment of the reissue application, it =

additions made by the relssue must be underlined, so
that the old and the new speclﬂcatlons and: claims may
be readily compared. Claims should not be renumbered

“and the numbering of claims added by reisaue should -

follow the number of the highest numbered patent
claim. No new matter sha]l be Antroduced 'into the

specification.

Cut up soft copies of the orlgmal patent i

with each COLUMN securely mounted on a

separate sheet may be used in preparing the
specification and claims. It should be noted
 that amendments to the reissue apphcatlons
* should not be prepared in this way. o

An example of the form for a thce-relssued

E 1 patent 1s found in Re. 23, 558

1401. 07 ‘New Matter

New matter, that is, matter not present in
the patent, is excluded from a reissue apphca-

“tion with even greater strictness than in an

ordinary case. The claims in the reissue case
must also be for matter which the applicant
had the right to claim in the original patent.
New matter may exist by virtue of the omis-
sion of a feature or of a step in a method.
See United States Industrial Chemicals, Inec.
v. Carbide & Carbon Chemicals Corp 942

‘ C.D. 751; 538 O.G. 741,




Rule 175, oatk or deczamﬁou a) Mgaﬁ S

. cants for reissue, in additi«m to compl
,requlrements of the first sentence of rule 65, must aiso
file with their applications a statement under oath or

declamtion as touows

conmc'nox oF am"rs e

(1) That appucant verily be!ieves the orlginal .
patent to be wholly or mrﬂy inoperatlve or invaué.

~ and the reasons why. .
(.Z‘i Whmi it'is elnimed that such pateni: is ‘80 in-
operam-e or invaiid “by reason of a defective specifi-

-cation m- dr&wing,” particularly specifymg such'
‘defeew. ' : :

230.1 Rev. 21, July 1969



‘Exammer _ (Basis: Order 27 12)
The reissue oath must point out very, spe-
cifically what the defects are and how the
eITOrS arose. The statements of the oath must

embraced by the pate
ened in one limitation is a bmadenedﬂclalm

raph (a) (4) of the rule, de-

liberate cancelation of a claim in the original
patent application is ordinarily regarded as
evidence that the failure to mclude claims to

not_due to error. Claims drawn to substan-
: tially the same subject matter are not ordi-
 narily successfully urged in the reissue. An

knowledge of applicant’s attorney as to the
real invention may be an acceptable reason for
- reissue. However, where an alleged lack of

based on a new factual situation, which did
not exist at the time the patent was ta.ken out,
reissue is improper.

A ruling that the oath is 1muiﬁc1ent should

14-01 09 Exammauon of Remeue

Rule 176. Ezamination of reissue. An original
claim, -if re-presented in the reissue application, i
subject -to reexamination, and the entire application
will be examined in the same manner as original
applications, subject to the ‘rules relating thereto,
excepting that
cations for reissue will be acted on by th( examiner in
advance of other applications.

the involved subject matter in the patent is
error arising from a lack of understanding or

understanding by applicant or his attorney is

be made a ground of rejection of all the claims.

division will not be required.  Appli-

L ] must be personally con51dered Ty the -
- Primary Examiner with great care. To_
effective, a reference must be prior to thee’ fec-
tlve ﬁhng date of the ongmal patent g

| 1401 09(&) i Ad]udncatmn of Irigi
: Patent 2

, When a reissue apphcatlon is ﬁJed the Ex-
~ aminer should determine whether the original

__patent has been adjudicated by a court. The

- decision of the court and also other papers in_
~ the suit may give information essential to the

examination of the reissue. The patented file

L will contain notices of the. ﬁhng and termina-
_ tion of infringement suits on the patent, which
notices are requlred by law to be filed by the
clerks of the District Courts. These notices
do not 1ndlcate if there was an’ opxmon by the
court, nor whether a decision was published.
Shepardc Federal Citations and the cumula-
tive digests of the United State= Patents Quar-
terly, both of which are in the Law Library,
contain tables of patent numbers giving the -
citation of published decisions concerning the
patent.  Where papers are not otherwise con-
veniently obtainable, the applicant may be re--

- quested to supply or lend copies of papers and

~ records in suits, or the Office of the Solicitor
may be reques!;eé to obtain them from the court.
The information thus obtained should be care-
fully considered for its bearing on the proposed
claims of the reissue, particularly when the re-
issue applxcatmn was made in view of the
holdmg of a court. ; ¢

1401. 10 Restnctlon and Electwn of
Specles '

Tha Examiner nmy not require restriction in
~a reigsue application (Rule 176 in 1401.09. If
“the original patent contains claims to different
“inventions wl!nrh the Examiner may neverthe-
less consider independent and distinet, and the

reissue application also claims the same inven-
tions, the Exauiner should m)t require restric-
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in the (mginal
ated

‘smtab e

; issue apphca-
o the same species, elec-
ot be required even
able generic claim. If
ents claims to spe-
cies not claimed in the original patent, e]ectlon f
~ of species should not quired, but the added .
~ claims may be rejected on an appropriate
_ground which may be lack of inoperativeness
of, or defect in, the original patent and lack
of error in obtaining the original patent. Mosf
mtuatwns reqmre specml treatment

the reissue application

o tlon is-in

f’7’prmtmg

. renumbered applies to the reissue application
~as filed. 'When the reissue is allowed, any

heavy ,bmckets I ] ap-
but forms no es
: pecification; matter print
: ltahcs:mdlcates the addmons made by reissue.”
‘The examiners should see that the specifica-
groper form for the new style of
Iatterf appearing in the original .

v,y,b‘ra kets, ‘while matter added

‘ should be underlined. All the
claims of the patent should appear in the .
cifica omitted claims enclosed in
. New claims should follow the num-
the highest riumbered patent claims

"and be underlined to indicate italics. The pro-

visions of Rule 173 that c]alms ‘should not be

 claims remaining which are additional {o the

,the Examiner cannot reqmre restriction in re-
~ issue applications, and if the original patent

contains several independent and distinct in-
ns they can only be granted in separate
es if the applicant demands it. The fol-
_rule sets forth the only poss1b1]1ty of
'dlvmonal reissue applications.

Rule 177. Reissue in divisions.  The Commissloner
may, in his discretion, cause several patents to be is-
_sued for -distinct and separate parts of the thing
' patented, upon demand of the applicant, and upon
payment of the required fee for each division. Each
_division of a reissue constitutes the subject of a sepa-
_rate specification descriptive of the part or parts of the
Invention claimed in such division; and the drawing
may represent only such part or-parts, subject to the
provisions of rules 83 and 84. On filing divisional re-
issued applications, they shall be referred to the Com-
missioner. TUnless otherwise ordered by the Commis-
sioner, all the divisions of a reissue will issue simul-
tanecusly : if there be any controversy as to one
divigion, the others will be withheld from igsue untlil
the controversy Iis ended, ‘unless the (Commissioner
shall otherwise order. ‘

1401.11

The specifications of reissue patents will be
printed in such a manner as to show the

Allowance and Issue

232

~ patent claims are renumbered in

sequence
starting with the number next higher than the

“number of claims in the original patent. There-
fore, the number of claims allowed will not

necessarily corespond to the number of the last
claim in the reissue application, as allowed.
In the case of reissue applications which
have not been prepared in the indicated man-
ner, the examiner may request from the appli-
cant a clean copy of the reissue specification
prepared in the indicated form. However, if

the claims.
Changes of title, assignee, or claqSIﬁcatlor
are not affected by this notice.

The list of references to be printed at the
end of the reissue specification should include
both the references cited during the original
prosecution as well as the references cited dur-
ing the prosecution of the reissue application.
and the heading on the sheet on which the
references are listed amended by adding or
the original patent. (Basis: Notice of Octo-
her 12, 1949.)

Bpforo a reissne case is passed fo issue, the

; hle is forw arded to the Assignment Branch ir

mitted by reissue should be

_the deletions from the original patent are

small, the reissue application can be prepared
for issue by putting the bracketed inserts at
“the appropriate places and eultably numbermg




issue applic
nt bemg reissued

prior to Oc
. tions in whxch the pat
- granted after October 25
_ the same as for or;gma}:’
U.S.C. 41(a)2). [R——"O]

in Interference [R—20]

If an appllcatxon for reissue of
'ﬁled while the patent is involved in
ence, that a plication must be called to the a
‘tention of the Commissioner befor
by the Examiner is taken thereon.

When an application for reissue of' a patent'

is filed while the

ference, a letter wit
ference is placed in the interference file and in
the reissue application file, and a copy thereof
is sent to eacfl) of the interfering parties, giving
notice of the filing of the reissue apphcatlon
See sectlon 1111.08. '

atent is involved in inter-

1402 Certificates of Correctlon-f-fOf- 0

fice Mi take [R-20]

35 U.K.C. 254. (*Prfiﬂmip ‘of ‘correction ‘of ‘Patent
Ofice mistake. Whenever a mistake in a patent. in-
curred through the fault of the Patent Office, is clearly

~disclosed by the records of the Office, the Commissioner
may issue a certiﬁmte of correction stating the fact

and nature of such mistake. under seal ‘without charge,

‘to be recorded in the records of patents. A printed
copy thereof shall be attached to each. printed copy
of the patent, and such certificate shall be considered
ag part of the original patent. Every such patent,
together with ‘such  certificate, shall have the same
effect and operation in law on the trial of actions for
causes thereafter arising aws If the same had heen
originally issued in sueh corrected form., The Com-
missioner may issuc a corrected patent without charge
in lien of and with like effect as a certificate of
rorrection, R
. Rule 322, Certifilente of correction of Office mistake.

(a) A certificate of correction under 35 U.S.C. 254,
may be issued at the request nf the patentee or his as-
signee, Bnch certificate will not be jssued at the request

or snggestion of anyone not owning an interest in the

puatent, nor on motion of the Office, without first nnti-
fying the patentee (inclnding any assignee of record)
and dffording hini an ospportunity to be heard,

tling relative to the inter- -

"7;“1402 01 Appllcant’s Mjstake

“or “wonld  require - re-examination.

1402.01

take on the part of t.he
of correction is deemed

. the paten

Mistakes 1i1curred throug‘ the
Office are the subject of Certific
,f:lonfunder Rule 322 If s

e may decline
y place th

1401.12 Reissue Flled thle Patent Is ”in
 record in the patented file, will not be o

dged. Unless notification to the con-

| rary is received within thirty days, it may be
’fassun(lied that such letters have been made of

- to expedite all proper uests,
Certlﬁcate of Copertioc?non should berer%quested
only for errors of consequence. Letters mak-
ing errors of record should be utlllzed wben-
ever possible. iy

;[ R-20]

35 USC 205 Cerhﬁoate of correction of appli- -
cant's mistake. . Whenever a mistake of a clerical or
typographical 'nature, or of minor character, which
was not the faunlt of the Patent Office, appears in a
patent .and ‘a showing has been made that such mis-

“take occurred in good faith, the Commissioner may,

upon’ payment of -the roquired fee, issue ‘a certificate
of correction, if ‘the correction does not mvolve such
changeq in the patent as wonld constitute new matter
Such  patent, to-
gether with the certificate, shall have the same ‘effect
and operation in law on the trial of actions for causes
thereafter arising as if the sanie had been orlgmanv

issued in such corrected form. e
Rule 323. Certtﬂcate of correction of apphc«mt 8 mu-'! o

take. Whenever a mistake of a clerical or ».ypograph-

ical nature or of minor character which was not . the '

fault of the Office, appears in a patent and a showlng
is made that such mistake occurred in good faith th'
Commissioner may, upon payment of the required tee.

issued a certificate of correction, if the correction does
. not invohe such changes in the patent as would con-
" stitute new matter or w nuld require reexnmlnation. N

Rule 323 relates to the issuance of Certifi-
cates of Correction for the correction of errors
which were not the fault of the Office. A mis-
take is not of a minor character if the re-
quested change would materially affect the
scope or meaning of the patent.

Rev. 20, Apr. 1969




Vherever ;notlﬁed by the Sohcxtors Oﬂioe,“;an : free
& patent is issaed on the application of pers : ,L"quast,, report if any, and copy of the commu-
joint inventors and ; ' ' ' ki s

 tificate is to issue, it

‘warded to the person making the request by
DIAT _that case.
‘any, and a copy of
ertificate of conrroci)e
pe e test ‘wi
placed in he file and ngtered r:l?ereon under;

attornevs or agents are‘ ,
submit the text o the correctmn ona

can serve as the final copy for use in direct offset.
printing of the certificate of correction. The
request for issuance of the certificate (together
with the fee where the error is due to appli-
cant’s mistake) should be in a separate letter
; ‘ 1. aeue @ certii ~accompanied by two copies of the Form and
' ““(‘“"di"gly o ' - a self-addressed envelope, ~
~_Rule 32}. Correction of error in joining inventor. ‘Where the recommen ed format is used and
Whenever a patent is issued and it appears that there approved, one copy of said Form, duly certified-
was a misjoinder or non-joinder of inventors and. that h ‘be returned to the person u’lakln the re.
such misjoinder or omission occurred by error ‘and uest for attachment to {us copy of th% atent.
without deceptive intention, the Commissioner may, This procedure eliminates the necessny l;em, re-
application of all the parties and the a«ignea and tm‘nmg the patent when | requestmg a certifi-
satisfactory proof.of the facts, or on order of a court cate of correction. The other copy of the
before which such matter is called in question, issue a" ‘(“'ertlﬁ(‘ate of Correction Form is used  for )
certificate: deletmg the misjoined . inventor from ‘the
~ direct offset printing of copies of the certificate
patent or adding the non-joined inventor to the patent. (Ll oo attached to every printed copy of the

The “satlsfacton' roof of facts” 1'equ1red b} " patent subsequently sold or distributed.
Rule 324 must be of the same type and character = Copies of the Form are obtainable for re-
as the proof required to justify converting an  production purposes from the Correspondence
application, as described in section 201.03,  An  and Mail Branch and from the receptionist in
oath of the type required by Rule 65 corre- ~the ]obbv of Building 3 at Crystal Plaza.
sponding to the newly asserted inventorship Below is a sample form illustrating a variety
must be submitted, together with the original  of corrections and the suggested manner of sef-
patent. for att,d(hmenr of the certificate. : ,tlmg ogt the format. Parncular attentmu is
: directed to: S
1402.02 f.landlmg;of Reque.sts for Cer- 4 Identification of the exact point of
tificates of Correction [R-20] error by reference to column and hne num-

Requests for certificates of correction will be ber of the printed patent.
forwarded by the Correspondence and Mail ‘b, Conservation of space on the form bV.
Branch, to the Solicitor’s Office, where they will tvping single space, beginning two ]"“‘9
be listed i in a permanent record hook. down from the printed message.
Determination as to whether an error has c. Starting the correction to each sepa-
been made, the regponqb,hty for the error. if rate column as a sentence, and using semi-

~ any, and whether the error i3 of such a nature colons to separate corrections wnhm said
as to justify the issuance of a certificate of cor- ml]nmlg. W hor}e possib :" % blank at hottom
~ rection will be made by the Solicitor’s office. wo inch space left blank at hottom
ﬁc o oe Y King sich. def for signature of attesting officer.

118 Teport 13 necessary In making such deter: e. Use of quotation marks to enclose the

mination, the case will be forwarded to the ap- - exact subject matter to be deleted or cor-

propriate GGroup or Branch with a request that ~ rected: nse of double hyphens(- -) to en-
the report be furnished. Tf no certificate is ~ close subject matter to he added, except for
to issue, the party making the request is <o = formulas, ‘

Rev. 20, Apr. 1080 234




cangzmi}x OF Péfﬁmf

to prl
’en re 8 eets of

111 prepa ' ‘
atentee will rece *e‘, a copv or attachment to
is c'opv of the p: ~ :

U\I’X’ED 8 ATES PATEWT OFF1

CER’I‘IFIGAT ()F (‘ORRE(‘TI’
Patent No. ,_‘,_;,;_;_
Jamea W Worth

It is oertiﬂed that error appears in the abovs-

identified patent and that said Lettem Patent are

hereby . corrected " as shorwn ‘below :

In the  drawings, “Sheet” 3, Fig. 3, the reference .
numeral 225 ‘should be applied to the plate element -

attached to the support member 207. Column 7, lines 45

to 49, the left-hand formula should appear as follows :
Rg
Nexvz

Cé;

Column 10, formula XXXV, that mrtion of the formula

reading

E’H should read ?N
Formula XXXVII, that.portion of the formula reading
“_CH.CH-" should read -- -CHCH- --. Column 32,
line 68 and column 3, lines 3. & and 13, for the claim
“‘reference numeral “2”, each occurrence, should read
--1--. Column 10, line 16, cancel beginning with “I2.
A sensor device” to and including Mtive strips.”:in
column 11, line &, and insert the following claim :
12. A control circuit of the character set forth
in claim 1 and for an automobile having a-con-
vertible top, and including : mweans for moving said

234.1

t by the direct

‘Datf-d Apnl 1, 1’%“"‘)

14-03 S:atuwry Dnselmmer [R——20]

203 Dmclaumr Whenever, _without any
3 im of a patent s mvahd the
ot thereby be rendered mvahd

sclaimer of anv complete claim, statmg therein ,
xtent of his, interest in such patent. Such dis-

~claimer shall be in writing, and recorded in the Patent
,:“,Omce, ‘and it ‘shall thereafter be considered as part
" of the original patent to the’ extent ,
- possessed by the db(lmm&nt and hv thoee clzuming

the interest

under him. .
‘In like manner any patentee or apphcant may dls-

terminal part of the term, of the pate t granted or to be
granted.

Rule 321. Statutory disclaimer. A dis-
claimer under '35 U.8.C. 253 must ide tity the patent
and the claim or. clauns which are disclaimed, and be

.isigned by the person making the disclaimer, who shall ’
state therein theﬂ]exyhent of his interest in the patent. A

disclaimer not a disclaimer of a complete claim or
claims may be refused:recordation. A notice of the
disclaimer is published in the Official Gazette and at-
tached to the printed copies of the specification. In
like . manner any patentea or applicant may disclaim

‘or;dedicate to the public the entire term, or any termi-

nal .part of the term, of the patent granted, or to be

Eranted See rule 21 for fee.

The examination as to formal matters is

~done by the Issue and Gazette Branch.

Terminal disclaimers may affect the prosecu-
tion of other applications. They are brought

‘to the Examiner’s attention by the Issue and
- Gazette Branch which attaches a label to the

file wrapper and forwards the file containing
them to the Examining Group after having a
title search made, endorsing the paper on the
“Contents” and otherwise insuring that the pat-
ent, if issued, will be properly headed.

Rev. 20, Apr. 1068
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