1101.01

1101.01(a)
1101.01(b)
1101.01(c)
1101.01(d)
e) How Conducted

1101.01(

Between ‘Applications

_In Different Divisions
Common Ownership

The Interference Search.
Correspondence Under Rul "02

1101.01 (

f). Not an Action on the Case

1101.01(g)
1101.01(h)

1101.01(i)
1101.01(3)

1101.01 (k)
1101.01(1)

. When and When Not Needed |

Fanlure of Junior. Party. to Overcome
Filing Date of Senior Party . ~
Suggestion of Claims

" ing Claims

1101.01(m) Time  Limit ‘Set for Making Suggated

11101.01(n)
- 1101.01 (o)

1101.02
1101.02(a)
1101.02 (b)
1101.02(c)
110102 (d)
1101.02 (¢)

1101.02(f)

Claims

Period Running Against Case
Application in Issue or in Interference
With a Patent
Copying Claims From a Patent
Examiner Cites Patent Having Filing
“Date Later Than That of Application
Difference Between Copying Patent

Claims and %uggesting Claims of an

Applicatlon
Copied Patent Claims Not Identified
Making of Patent Claims Not a Response

to Last Office Action
Rejection of Copied Patent Claims

1101.02(g) After Prosecution of Application Is Closed
or Application Is Allowed
1101.03 Removing of Affidavits Before Interference

1102  Preparation of Interference Papers and Decla-

1102.01

ration
Preparation of Papers

1102.01(a) Initial Memorandum to the Board of

1162.02
1103
1104

Patent Interferences
Declaration of Interference

Suspension of Ex Parte Prosecution
Jurigdiction of Interference

1105  Interference Matters Requiring Decision by

1105.01
1105.02.
1105.03

1105.04

1105.05

Primary Examiner

“Briefs and Hearings on Motion

Decigion on Motion To Dissolve

Declgion on Motion to Amentd or to Add or
Substitute an Application

Decicion on Motion ftelating to Burden of
Proof :

Disgolution on Primary Examiner's Own
Maotion

‘Ap roval or Disapproval by Law Examl- ‘

Conmctmg Parties Havé Same Attorney .
Action To Be Made at Time of nggest-‘ ,

Suggested Clanms Made After Statutory k

110506  Form of Decision Letter
11105.07  Petition for Reconsideration
1108 Redeclaration and Additional Interferences
1106.01 = After Decision on Motion
1106, 0" By Addition of New Party
' 1107 Examiner’s Entry in Interference File Subse-

. quent to Interference
1108 Entry of Amendments Filed in Connection With
Motions

1109 Action After Award of Priority

1109.01 The Winning Party

1109.02 The Losing Party

1110 Action Atter Dissolution

1110.01 . Tnder Rule 262(b)

1110.02  Under Rule 231 or 237

1111 Miscellaneous

1111.01 Interviews

1111.02 Record in Fach Interference Complete

1111.03  Overlapping Applications

1111.04 - “Secrecy Order” Cases ,

1111.05  Amendments Filed During Interference

111108  Notice of Rule 231(a) (3) Motion Relating

- to Application Not Involved in Interference

1111.07 . Conversion of Application From Joint to Sole

‘ or Sole to Joint

111108 Reissue During Interference

1111.09 - Suit Under 35 U.S.C. 146

1111.10 Benefit of Foreign Filing Date

1111.11 " Patentabflity Reports

1111.12 - Certified Copies of Part of an Application
1111.13 Consultation With Examiner of Interferences
1111.14 Correction of Error in Joining Inventor
1112 Letter Forms Used in Interferences

. 1112.01 To Law Examiner

1112.02 Suggesting Claims

1112.03 Same Attorney or Agent

1112.04 Requesting Withdrawal From Issue

1112.05  Declaration

111205(a) Initial Memorandum

1112.06 Requests for Jurisdiction

1112.06(a) Requesting Jurisdiction of Application

1112.08 Primary Examiner Initiates Dissolution

1112.69 Redeclaration

1112.10 Denying Entry of Amendment Seeking Fur-
ther Interference

‘The interference practice is based on 35
U.S.C. 135 here set forth:

85 U.B.C. 185. Interferences. Whenever an appli-
cation is made for a patent which, in the opinfon of
the Commissioner, would interfere with any pending
application, or with any unexpired patent, he shall
give notice thereof to the applicants, or applicant and
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is the same as,
. same subject matter as,
_patent may not be mad
unless such a claim is "

stantially the ny on
the application of each party
also he declared be

patents, of different parties
and patents contain cl'aims f
tions insolved, in accordance with the provisions of
these rules. ' . ;

(¢) Interferences will not be declared, nor contin-
 ued, between applications or applications and patents

eates e must therefo

. cised both in the search for interfering appli-

is_impracticable.

ents, especially

gainst the ap
ered for pc
The questio

an interferenc

<o many fact

render an interference unnecessary
fter noted, but each instance must be c:
onsidered if serious errors are to be a
_ In determining whether au interfere
aim should be given the broadest

ation which it reasonably will support,
n mind the followinz general princi-

interpretation should not be

Express limitations in the claim should
gnored nor should limitations be read

therein to meet the exigencies of a particular
- situation, '

 {(¢) The doctrine of ecjhivh]éﬁfé which is

_ applicable in questions of patentability is not

_applicable in interferences, i.e., no application

stantially the same
invention which are allowable in all of the applica-

uld be placed in interference unless it dis-
ses clearly the structure called for by the
~ount and the fact that it discloses equivalent

rueture is no ground for placing it in inter-

; ference.

owned by the same party unless good cause is shown - -

therefor. The parties shall make known any and all
right, title and interest affecting the ownership - of
any application or patent involved or essential to the

proc
an interference s declared, and of changes in such

right, title, or interest, made after the deciuration of
“the interference and hefore the expiration of the time
prescribed for seeking review of the decision in the

interference,

1101 Preliminaries to an Interference
An interference is often an expensive and

time-consuming proceeding. Yet, it 18 neces-

sary to determine priority when two applicants

Rev. 12, Apr. 1967

not recorded in the Patent Office, when

164

{d) Before a claim (unless it is a patented
im) is made the count of an interference
hould be allowable and in good form. No

pending claim which is indefinite, ambiguous

or otherwise defective should be made the count
of an interference, ,

e} A claim copied from a patent, if am-
biguous, should be interpreted in the light of
the patent in which it originated. =~

/£; Since interference between cases having
a eommon assignee is not normally instituted, if
doubt exists as to whether the cases are com-
monly owned they should be stibmitted to the
Assignment Branch for a title report. Note:
Afrer September 1965 title searches are auto-
matically made only when the Issue Fee is paid.

(g Tf doubts exist as to whether there 1s an
interference, an interference should not be
declared,

be exer-




 cnded. Basis: Noti

ween their ﬁhng dates One of th  Ap
ons should be in condition for allowance. Un-
1sual circumstances may justify an exception to
this if the approval of th

ropriate Director
, obtained.

pending application:s

dest and next oldest
f inventions of a simple character, or a
ce of more than 6 months in the eﬁectlv

filing dates of the applications in other cases,

except in exceptional situations, as determined

and approved by the Commissioner. Ifaninter-
ference is declared. al apphcahons having the ¢
atter should be in-

same mterfermg ;tzbg

une 26, 1964.)
Before: taking anv steps ookmg to the for-

mation of an interference. it is very essential

that the Examiner make certain that each of
the prospective parties is claiming the same

patentable inyention and that the claims that
are to constitute the counts of the interference
are clearly readable upon the disclosure of each
party and allowable in each applieation.

f to be noted that while the claims of two
or more ¢ plicants may vary in scope and in
immaterial details. vet if directed to the same
invention, an interference exists. But mere dis-
closure h\ an applicant of an invention which
he is not claiming does not afford a ground for
suggesting to that applicant claims or the said
invention copied from another application that
is claiming the invention. The intention of the
parties to claim the same patentable invention,
as expressed in the summary of the invention or
elsewhere in the drcr'lcqxre, or in the claims, is
an essential in every instance.

When the sub]er-t matter found to be allow-
able in one application is disclosed and claimed
in another application. bnt the claims therein
to such subject matter are either nonelected or
subject to election, the question of interference
shonld be considered. e requirement of Rule
201(b) that the mnﬂwhng applications shall
contain claims for cub«tantmrv the same in-
vention which are allowable in each application
should be interpreted as meaning generally
that the conflicting rlaimed subject matter is
sufficiently supported in each application and
is patentable to each applieant over the prinr
art.  The statutory requirement of first inven-
torship is of tranccendent importance and

165

! Basz Notice of November 9,

a difference of
han 3 months in the flective filing dates
p])catmn\ in the

7 ewxy;; ﬂm't, should be made to avoid the im-

provident issaance of a patent when there Jsf,

an. ‘adverse

Following are illustrative

the examiner should ;take action toward i

tuting interference: ,
A, Application filed with claim
mventtons I and II. Before act

_a requirement for restriction ha act
- made but h ' ,

t been respo
the situatio materi; .

_of noninterfering
ls&;made mthout traverse

B. Apphcatlon ﬁ]ed with ,~‘¢151ms~to dwxs1b1e’

‘;;m\ ennc-m I and II and in esponse to a re-,.;' -

which is ready for issue,

The sxtuatzon is not altered by the f’lCt that
the election is made without traverse and the

_nonelected claims possibly cancelled.

C. Application filed with generic claims and
claimed species a, b, ¢, d, and e. Generic clai
rejected and election of a single species
quired. Applicant elects species a, but contin-
ues to urge aliowability of generic claims. Ex-
aminer finds another application claiming spe-
cies b which is ready for issue. ‘

The allowqbﬂltv of generic claims in the
first case is not a condmon preoedent to set-
in up interference.

% Application filed with generxc claims and
claims to five species and other species disclosed
but not specifically claimed. Examiner finds
another application the disclosure and claims
of which are restricted to one of the unclaimed
species and have been found allowable.
The prosecution of generic claims is taken as
indicative of an intention to cover all species
disclosed which come under the generic claim.
In all the above situations, the applicant has
shown an intention to claim the subject matter
which is actually being elaimed in another ap-
plication. These are to be distinguished from
situations where a distinet invention is claimed
in one application but merely disclosed in an-
other application without evidence of an in-
tent to claim the same. The question of inter-
ference should not be considered in the latter
instance. However, if the -1pp]1(-1tmn disclos-
ing but not claiming the invention is senior.
and the junior application is ready for issue.
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3 d be discussed with th hroughout the prosecution. Where the Ex-
Supervisor to determine the action to be t: niner at any time finds that two or more ap-
( Basis: Memorandum of August lications are claiming the same invention and
L g . . he does not deem it expedient to.instit'ute inter-
1101.01(a) InDifferentGroups . ics PRoceatien st (ay thne, bo onotd
. e A the face of the file wrapper in the acé :
An interference between applications as- 20! ; - yrappe ne space
. YA, e L reserved for class and subclass designation.
signed to different groy geclared by the His notations, however, if made on the file
wrapper or drawings, must not be such as to
~ give any hint to the applicants, who may in-
r of one of the applications is made. After spect their own applications at any time, of
termination of the interference, further trans-  the date or identity of a supposedly interfer-
fer may be necessary depending upon the out- ing application. Serial numbers or filing dates
come. . of conflicting applications must never be placed
o L upon drawings or file wrappers. A book of
1101.01(b) Common Ownership “grospective gIsnterferexxces’Pl)should be main-
Where applications by different inventors but t;:,‘;?&:?,ﬁ:?g;ﬁce? ?n’ﬂefﬁe dz:‘tae :ggcfil;::%%
of common ownership claim the same subject {1 s book shoul d be referred t pag tiv
matter or subject matter that is not patentably ﬁl"‘s DOX Shoulc. be Teterred £0 on L he respective
different :— o  file w':?]ppgbr:‘ lgr F‘m“f'“ﬁsa F A utur(: refir-,
L Interference therebetween is normally no ence, LhIs DOOK may. include notes as to why .
insItituted since the]}ﬁ'?s no Znasia 'o}niailtz'restt. prospective interferences were not declared.
Elimination of conflicting claims from all ex- _ In determining whethgr an interference ex-
cept one case should usually be required, Rule ists, the Primary Examiner must decide the
78(b). The common assignee must determine  question. The Law Examiner may, however,
the application in which the conflicting claims  he consulted to obtain his advice and he will
are properly placed. Treatment by rejection  have charge of such correspondence with
is ﬁt %el;;!;nsfrf:g)? fgfcggvg?t)hathrd pdrty _ junior parties as is provided for in Rule 202.
Lo & rae third party  (Basis: Order 2687.) ;
o foundtg e, e comershold b vt T approprine Dirctor should be con
placed in interference. pp:lcad \ sulted if it is believed that the circumstances
" Whenever a commo;lvasdg'neébf applications justify an interference between applications
by different inventors is called upon toeliminate ~ Neither of which is ready for allowance.
conflicting claims from all except one applica- ' , : :
tion under the provisions of Rule 78(b), a copy 1101.01(d) Correspondence Under
of the Office action making this requirement ' Rule 202
ml{%t}be sent directly to each of the apgliecda.nts. :
enever a common assignee is required un- . ‘ ' ;
der Rule 201(c) to elect ongenof th:egonﬂicting Correspondence under Rule 302 may be
applications owned by him for purpose of inter- ~ "€C€sSary- ) ) ~
_ ference with a third party, a copy of the Office Rule 202. Preparation for interference between ap-
action making this requirement must be sent to  Plications; preliminary inquiry of junior applicant.
the a p]i('ants in each of the commonl assigned In order to ascertain whether any questlon of pri-
applications. (Basis: Notice of March 1, 1962.) ‘t’;:z r:":f:; t;i:}“'ﬁi;:e:g"’;‘"’:g:’y ‘::'E: ;l:.ep;‘;:e‘tlo f':r
Interference, any junior applicant may be called upon
to state in writing under oath the date and the char-
. ' . . . . . acter of the earliest fact or act, susceptible of proof,
The H’?m.'("h for mterfermg apph(:anfms mPSt‘ whick can be relied upon to establish conception of the
not be limited to the class or subelass in which  j;vention under consideration for the purpose of es-
it is classified, but must be extended toall classes  tap1iening priority of invention. The statement filed
in or out of the Examining Group which it has 1 compliance with this rule will be retained by the
heen necesgary to search in thg examination of  patent Office separate from the application file and if
the application. (Basis: Notice of August 2,  an interference is declared will be opened simultane-
1909.) ously with the preliminary statement of the party fil-
Moreover, the possibility of the existence of ing the same. In case the junior applicant makes no
interfering applications should be kept in mind  reply within the time specified, not less than thirty

group where the controlli gmterfermg claim
would be classified. After correspondence un-
ule 202, if necessary, appropriate trans-

1101.01(¢) The Interference Search
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L NCE | 110L.01(d)
 days, or if the earlte ged is subsequent " of proof, which can be relied upon to establish
_ filing date of the ser ference Or conception of the invention under considera-

 narily will tion.” Such affidavit does not become a part of

. Under o missioner mav re.  the record in the application, nor does any cor-
_quire an applicant junior to another app  respondence relative thereto. The affidavit,
%o state in writing under oath the date and the _ however, will become a part of the interference

character of the earliest fact or act, susceptil _ record, if an interference is formed.

164.1 Rev, 9, Jul. 1966




1 10101(0) .

The Rule 202 correspondence is conduct

the Law Examiner on receipt froma;the_,f,Pﬁy-' '
‘mary Examiner of notice of the proposed inter-

_This letter and a carbon cop;
signed by the Primary Exan
th the files are forwarded t
er. The files,
he Law Examiner,
examining division wher
rate from other files wh
is being conducted.

In preparing cases for submission to the Law
Examiner an
cases involved attention should be given to the
following points: . e

(1) The name of the Examiner to be called
for a conference should be given as indicated
on the form. .
~ (2) It should be stated which of the applica-
tions, if any, is ready for allowance. '
 (8) If an application is a division or con-
tinuation of an earlier one. this fact should be
stated. If it is a continuation-in-part, this

e correspondence

should be indicated along with a statement

whether or not the application is entitled to the
_benefit of the filing gnte of the earlier applica-
_tion for the conflicting subject matter.
(4) If two or more applications are owned
by the same assignee. or are presented by the
same attorney, it should be so stated.
(5) Only the broadest claim proposed for
interference or, if various aspects of an inven-
tion are claimed, the broadest claim to each
feature, need be identified but if the claims are
not present in either of the applications, a pro-
posed count should be set out in this letter. See
the second form letter in 1112.01. ‘

(6) Any other points which have a bearing
on the declaration of the interference should be
stated. :

(7) Amendments or other papers filed in
cases held by the Law Examiner bearing on the
?uestion of interference should be promptly

orwarded to him. :

(8) Letters of submission shonld be in dupli-
eate. (Basis: Notice of April 18, 1919,)

1101.01(f) Correspondence Under
Rule 202, Not an Action
on the Case

Correspondence nnder Rule 202 is not an
action on the ease, Hence, it cannot serve to
extend the statutory period if the case is await-
ing action by the applicant.

wheld bepa

in subsequent treatment of the

167

1101.01(g) Correspondence Under
~ Rule 202, When and
After July 1, 1964, correspondence under
‘Rule 202 was ly curtailed since interfer-
ences betwee ng applications with more
than six mo ifference in effective ﬁlu;g ,
dates were be declared unless approve:
by the Commissioner in exceptional situations.
is: Notice of June 24,1964)

)I(h) Correspondence Under

~ Rule 202, Approval or
Disapproval by Law Ex-
aminer : ~ .

~ The Law Examiner will stamp the letters
from the Examiner either “Approved” or “Dis-
approved,” as the case may require, and return
the carbon copy to the examining division. '
If the earliest date alleged by the junior
party under Rule 202 fails to antedate the fil-
ing date of the senior applicant, the Law Ex-
aminer disapproves the proposed interference
and the Examiner then follows the procedure
outlined in the next section. When a “Di:ap-
proved” letter is returned to the examining
division it is accompanied by a note to be at-
tachied to the senior party’s case requesting the
Issue and Gazette Branch to return the case to.
the Law Examiner after the notice of allow-
ance is sent. : i
Where the junior party, as required by Rule
202, states under oath a date of a fact or an
act. susceptible of proof, which would establish
that he had conceived the claimed invention
prior to the filing date of the senior applicant,
the Law Examiner approves the Examiner’s
proposal to suggest claims and the Examiner
may then proceed with the preparation of the
cazes for interference.

SEALING STATEMENT

When an interference is to be declared in-
volving applications which had previously been
submitted to the Law Examiner for corre-
spondence under Rule 202, before forwarding
t{m files to the Interference Division, the Ex-
aminer should ascertain from the Law Exam-
iner if any such statement hag bheen filed and.
if =0, get this statement and forward it with
the files to the Interference Division. (Basis:
Order 3380.)

The oath under Rule 202 becomes a part of
the interference file in contradistinetion to the
application file as in the case of an affidavit
under Rule 131 or Rule 204 but, like them, is
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_be placed in the interference irres

their filing dates or of any dates alleged u
Rule 202, provided there is no statutory bar to
the allowance of the claims in the other app.

_ cations,

1101.01 (i) C"""“Polldenc ’
| Rule 202, Failure

ior Party To Overcome

Filing Date of Senior
Party '

~ If the earliest date alleged by a junior party
in his affidavit under Rule 202 fails to overcome
_ the filing date of the senior lpart and if the in-
terference is not to '» declare

interference might be necessary for other rea-
sons), the senior party’s application will be
sent to issue as speedily as possible and the con-
flicting claims of the junior applicant will be
rejected on the patent when granted. A short-
ened period for response may be set in the
senior party’s case. (See 710.02(b).) '
~After the senior applicant’s application has

- been passed for issue, the a¥phcation’is sent.

to the Law Examiner by the Issue and Gazette
Branch in accordance with a note to that effect
attached to the application and he writes a
letter to that applicant urging him to promptly
pay the final fee, this being done to the end
that prosecution of the junior application may
be promptly resumed, the senior party’s dis-
closure then being available as prior art in
treating the claims of the junior application.
The examiner may make a supplemental action
on the junior applicant’s case when the senior
applicant’s patent issues.

INTERIM PROCEDURE

In the meantime the junior party’s a
tion will be treated in accordance wit
following: '

Where a junior party after correspondence
under Rule 202 fails to overcome the filing date
of the senior party, the Examiner when he
reaches the case for action will write a letter
substantially as follows:

In view of Rule 202, action on this case (or
on claims 1, 2, 4, etc., indicating the conflict-
ing claims and claims not patentable over the
senior party’s case) is suspended for six
months to determine whether an interference
will be declared (unless these claims are can-

the
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’ the remaining claims in the
. WhatUif ity cliimsarevallowabl
Order 2013.)

 do so unless the se

"~ ‘not,

d (note that an

- it appears likely that the senior application will

lica-

168

: thesxxmonths /"appli-

he case for action.
the usual action or
/indicating

s allowable.

on the Docket Clerk’s cards and, i&ppli) ant
does not call up the case, the Examiner should
e senior party’s patent will soon
issue, since there is no period for response run-
ningb:gainst the applicant and the case should
permitted to remain indefinitely 1

the files in the examining group.

It sometimes happens that the application of
the junior party is not amended and nothing
else occurs to bring it to the attention of the
Examiner, and that the patent to the senior
party issues and is not promptly cited to the
junior party. This works an unnecessary hard-
ship upon the junior applicant and the Office
should make every effort to give him action in
view of this reference at the earliest possible

date. To this end, the Examiner should keep

informed as to the progress of the senior appl-
cation and cite the patent with appropriate
comment to the junior applicant immediately
after its issue. (Basis: Notice of February 15,

1921.)

If, at the end of the six months’ suspension,

be passed to issue within the next six months,
action on the conflicting claims and claims not
patentable over the senior party’s case should
again be suspended for a period of six months.
Of course. if the first suspension was directed
to certain claims only and the usual action was
given on other claims, it is necessary for the ap-
plicant to make such response as is required to
the action on the other claims.

If, at the end of the first six months’ suspen-
sion, there is no likelihood of the senior party’s
application being put in condition for allow-
ance within the next six months and the only
unsettled question in the junior party’s case is
the disposition of the claims on which action
was suspended, then the interference should be
declare¢£ S o
If the junior application is in issue when the
interference is discovered and, in correspond-
ence under Rule 202, the junior applicant fails
to make the date of the senior party, the junior
application should be withdrawn from issue
(see “Letter Forms Used in Interferences,”
1112.04) and a letter sent informing him that
the interfering claim or claims and claims not

patentable over the senior party’s case cannot




cations contain identical claims
ntire interfering subj tter
cant t4 A fo proceeds under
a end of ix mont ) rfere ‘ce;othe‘rwise,pmge ) \
after, procedure . be suggested to some or all of the p 2
LR ; . t should be noted at this point that if an
1101.01(j) Sugges 18 applicant copies a claim from another appl
- [R-20} L cation without suggestion by the Examiner,
o Rule 203(d) requires him to “so state, at the
ti _ presents the claim and identify the

_ The question of what claims to suggest to the
subject matter in the ..ses of the respective interfering apFl_lcatlons 18 one of gre‘!'t 1m-
parties, patentable to each of the respective parties, portance, and, aﬂ“,,m, to suggesj: SPCh claims as
subject to.the determination of the question of pri- ‘“11 d‘?ﬁ,ne» ¢1e?rly the matger n 1ssue leads to
ority. Claims in the same language, to form the counts C{)nfuggz.x and to l]l)rolongatlpn of the contles.t.
of the interferenéé;,must be present or be presented, in Wh eét 13 !]nu(}’l to be dgsn‘ed flha!' th,e ¢ fa‘lg:s
each application ; except that, in cases where, owing to 'suggést i (W, 1ilc ﬁ;‘e to lqrm t ]e lssu(} of the .
the nature of the disclosures in the respective applica- inter: mn"e) should be claims already present
tions, it is not possible for all applications to properly "]1 one or the otherfof %le_appllllcat-lonlg, yet if
include a claim in identical phraseology to define the  CA7S s:;i;}?"tt bel oun mtlit e .aPI; lcatloll)‘es
common invention, an interference may be declared, WhIC, afcr:n y exlp'ress t;,l;SllB 1t :l!.my
with the approval of the Commissioner, using as a  Necessary to frame a claim or claims reading on
count representing the interfering subject matter a gﬂl\the gpphcatgons and clearl;('i emessmg the
claim differing from the corresponding claims of one u}:lterfer mf sub].ect ,n.'z‘é}ﬁtei an ] sugg”t l]t .or
or more of the interfering appiications by an imma- t em to a , parties. e.t' er selecting a ¢ aim
terial limitation or variation. already presented or framing one for suggestion

(b) When the claims of two or » applications {0 all parties, the Examiner should keep in mind
differ in phraseology, but relate to substantially the  that where one application has a less detailed
same patentable subject matter, the examiner shall, ~ disclosure than others there is less chance for
if it has been determined that an interference should ~ €TTOT In finding selﬂ)port in all applications if
be declared, suggest to the parties such claims as are ~ language is selected from the application with
necessary to cover the common Invention in the same  the less detailed disclosure. e ‘
language. The parties to whom the claims are sug- It is not necessary that all the claims of each
gested will be required to make those claims (1. e, pre- ~ party that read on the other party’s case be
sent the suggested claims in their applications by suggested. The counts of the issue should be
amendment) within a specified time, not less than 30 representative claims and should be materially
days, In order that an interference may be declared. different. Stated another way, the difference
The failure or refusal of any applicant to make any  between counts should be one not taught by the
claim suggested within the time specified, shall be  prior art, and should have a significant effect
‘taken without further action as a disclaimer of the In the subject matter involved. In general, the
invention covered by that claim unless the time be ~ broadest patentable claim which is allowable
extended. ‘ in each case should be used as the interference

(¢) The suggestion of claims for purpose of inter-  count and additional claims should not be sug-
ference will not stay the period for response to an gested nnless they meet the foregmpg test as

to material difference. In determini the

Office action which may be running against an appli- Y
" eation, unless the claims are made by the applicant broadest patentable count the Examlner_. 0}11d
' avoid the use of specific language which im-

within the time specified for making the claims, IC-1ang X
poses an unnecessary limitation. Claims not

{(d) When an applicant presents & claim In his ap- ] - :
plication (not suggested by the examiner as specified patentably different from counts of the issue are

in this rule) which is copied from some other appli- rejected in the application of the defented party
cation, efther for purpose of interference or otherwise, after termination of the interference.

he must so state, at the time he presents the elaim and The elaims to form the issue of the interfer-
identify the other application. ence are suggested %o all parties who have not

Although the subject of suggesting claims is  already made those claims.

treated in detail at this point in the discussion Where necessitated by the respective dis-
of a prospective interference between applica-  closures. oue or more applications may be in-
tions, some of the practice here outlined is also  volved on a claim which differs from that of
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* If supgested claims are made within the time

. specified for making the claims, the applicant

 may ignore other outstanding rejections in the

At the same ti

ed an

le claims will
respect to such

position of th
claims,

. The Examiner is required to inform -each
pplicant when the interference is declared
hat claims in his application are unpatentable

over the issue. There would seem to be no ob-
jection to. and many advantages in, giving this
information when suggesting claims. :
Where in a letter suggesting claims to an
applicant for interference, the Examiner stafes
~ that none of the claims in the case is patentable

Rev. 20, Apr. 1969

}, ms: are sug_ limit for ma

ion is made on each of the applica-
re up for action by the Examiner,
' r amended cases. Inthis

~thongh no am

if filed within

care not

_ application. Even if claims are suggested in
_an application near the end of the period for

response running against the case, and the time
ing the claims extends beyond the
end of the period, such claims will be admitted
, the time limit even though out-
side the period for response (usually a three
month. shortened statutory period) and even
no amendment was made responsive to
the Office’ action outstanding against the case
at the time of suggesting the claims, No por-

tion of the case is abandoned provided the a

plicant makes the suggested claims within the
time specified. However, if the suggested claims
15 made within e specified time, the

rnse becomes abandoned in the absence of a

_responsive amendment filed within the period

for response. Rule 203(c).

1101.01(0) Suggestion of Claims,

Application in Issue or in
; _Interference '
An application will not be withdrawn from

issne for the purpose of snggesting claims for

an interference.  When an application is pend-




issue, the amendm
the interference declared. Su

must be submitted to the Group Director. ]
the suggested claims are not copied in the
application in issue, it may be necessary to
withdraw it from issue for the purpose of re-
jecting other claims on the implied disclaime
resulting from the failure to copy the suggested
claims, using form at M. '

When the Examiner suggests one or more
claims appearing in a case in issue to an appli-
cant whose case is pending before him, the case
in issue will not be withdr:
of interference unless the suggested claims
shall be made in the pending application with-
in the time specified by the Examiner.

the Group Director for approval.

In either of the above cases the Issue and
. Gazette Branch should be notified when the
claim is suggested, so that in case the issue fee

is paid during the timz in which the suggested

_claims may be made, proper steps may be taken

he Examiner should borrow the allowed ap-
plication from the Issue and Gazette Branch
and hold the file until the claims are made or
the time limit expires. This avoids any pos-
sible issuance of the application as a
~should the issue fee be paid. To further insure
against the issuance of the application. the
Examiner may pencil in the blank space labeled
~ “Date paid” 1n'the lower right-hand corner of
~_ the file wrapper the initialled request: “Defer
for interference.” The issue fee is not applied
to such an application until the following pro-
- cedureis carried out. :
 When notified that the issue fee has been re-
- ceived, the Examiner shall prepare a memo te
the Issue and Gazette Branch requesting that
‘issue of the patent be deferred for a period of
90 days due to a possible interference. This
_allows a period of 80 days to complete any
. action needed. At the end of this 60 day
period, the application must either be released
to the Issue and Gazette Branch or be with-
drawn from iscue, using form at section 1112.04,
‘When an application is found having claims
to be suggested to other applications already
involved in interference, to form another inter-
ference, the Primary Examiner requests juris-
dietion of the last named applications. To this
end a sepurate letter (see form at seetion 1112,
06(a)), addressed to the Commissioner is writ-

‘section 1106.02. [R-19

for the purpose

letter suggesting claims should be submitted to

to prevent the issue fee from ’oeinfl applied,
all

atent

each file, referring only to that file, and

1 therein. is letter goes to the Group
T al, along with the ap-
jurisdiction of the
application which

_borrows from the
: ard of Patent Inter-
‘informal basis. In case the
be added to the existing inter-
ry Examiner need only send
wand form PO-850 (illustrated
roperly filled out as to the
ion and identifying the inter-
e the Patent Interference Examiner
» will take the a pro]priate action. Also see

110102 Wnth a Patent ’[R-19]

Rules 204, 205 and 206 quoted below deal
with interference involving patents. :

Rule 204. Interference with a patent; afidavit by
junior applicant. (a) The fact that one of the parties
has already obtained a patent will not prevent an inter-
ference. Although the Commigsioner has no power to
cancel a patent,~he may grant another patent for the
same invention to a person who, in the interference,
proves himself to be the prior inventor.
~ (b), When the effective flling date of an applicant
is three months or less subsequent to the effective
filing date of a patentee, the applicant, before the in-
terference will be declared, shall file an afiidavit that
he made the invention in controversy in this country
hefore the effective flling date of the patentee, or that

‘ his Acts in this country with respect to the invention

were sufficient to establish priority of invention rela-
tive to the effective filing date of the patentee.

(c¢) When the effective filing date of an applicant is
more than three months subsequent to the effective
filing date of the patentee, the applicant, before the
interference will be declared, shall file two copies of
affidavits by himself and by one or more corroborating
witnesses, supported by documentary evidence if avail-
able, setting out ‘a fartual description of acts and eir-
cumstances which would prima facie entitle him to an
award of priority relative ‘«. ihe effective filing date
of the patentee, and accompanied by an explanation
of the bhasis on which he believes that the facts set
forth would overcome the effective filing date of the
patentee. Upon a showing of sufficlent cause, an
affidavit on information and belief as to the expected
testimony of a witness whose testimony is necessary
to overcome the filing date of the patentee may be
necepted in lieu of an affidavit by such witness, 1If the
examiner finds the case to be otherwise in condition
for the declaration of an interference he will consider
this smaterinl only to the extent of determining whether
a date prior to the effective filing date of the patentee is
allegedd, and if so, the interference will be declared.
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or me 133 1 , 2 cialr : .
_ responding subst 0 oL the;, pa : it on s b verinitied to eouy the pat.
ent and diffe ‘an 1mmateria im, modifying it by substituting his
ze « 80 for the range of 10 to 90 in .

~ Rule 205(a), e ' | . ence should be declared with the ex-
g;ca:s:%u 1on for tne omitte L O pate he count and it should be
rule. An example of the gh! here e ha;btsltlfnt%a]llmt B P freae

the showing submitted by t pplicant seiorra o

hat his best proofs do not satisfy Fe

’ e

Margusu Grour

: , : rkush group of 5
of the interference sl : : no distine-
‘as between the patentee and the , st 1 n thi , g’rou};‘:s;
Thus, if an immaterial limitation is excluded, - pf 1t may be permitted to copy the pat-
the count of the interfere hould be a co claim, modifying it by substituting his
of the modified patent clai made in the ember group for the 6-member group in .
application following the pra the patent claim. . - > . o
in Bonine v. Bliss, 1919 C.D. 75; 265 . 306, nterference should be declared with the ex-
n fc ‘that : ct patent claim as the count and it should be
dicated that the claim in the application cor-
»nds substantially to the interference count.

_situations where there is an interf | .
between a patent and an applicatic there  B. APPLICATION DISCLOSURE =
are obstacles to the applicant makin exact  BROADER THAN PATENT CLAIM
patent claim. S e e R R

~ In those cases where the claim of the patent Tn some cases, the disclosure in the applica- pt

contains an immaterial limitation which can ¢ el SN el ¥
o wholly Stitiatee o suitably modified 3o 10 cony SIMOBED o O e brogder than
to broaden the claim, the F ractice set forth iIn . the claim of the patent. Under such circum-
Ex parte Card and Card should continue to be  giances, in initially declaring the interference
followed. . the applicant l'should g)eirequirec} to mak}e tllxs
f ; . N _exact patent claim and the interference shou :
\ APPLICATION DISCLOSU ' be degared on that claim. However, if the
ROWER THAN PATENT‘ , applicant presents and prosecutes a motion
In some cases. the disclosure in the appli-  f© substitute a broader count and, In connec-.
cation, although for the same generic inven- tion ?Vglth,,,;,?“‘?h a motion, makes a satisfactory
tion in fact as the patent claim, is somewhat showing, us by demonstrating that his best
narrower than the claim of the patent. Tnder  evidence lies outside the exact limit of the
' patent claim, the applicant may be permitted

such cirenmstances, the applicant should be , \aim L !
permitted to copy the claim of the patent  to substitute a count wherein language based

as exactly as possible, mocdifying it only by ~ upon his slightly broader disclosure replaces
snhstituting langage based npon his own nar.  the corresponding limitation in the patent
rower disclosure for the limitation in the patent  elaim. In redeclaring the interference, the
claim swhich he ean not make. Tn declaring = application claim shonld be used as the count
the interference, the exact patent claim shonld  of the interference and it should he indicated
he nsed as the connt of the interference and it that the claim in the patent corresponds sub-
<hould be indieated that the claim in the appli-  stantially to the interference count,

cation corresponds snbstantially to the irter- Examples of the practice outlined in the pre-
ference cpunt, ceding paragraph: ' '
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or including the

e 90 in the mterfere
, coum the

o patem (‘Ialm modzﬁed by substi > his range

of 10 to 90 for the range of 20
_patent claim, Rule 205(a).

Similarly, the appheanr may
. stitution after the mterferenve
 the exact patent claim by filing
 substitute a
ported by a similar showing.

In either case where the application claim is
accepted as a count, it should be indicated in
the nnterforen('e notices and declaration sheet
that the claim in the patent corresponds sub
stantially to the interference count.

II PA’!’E\'T Cmms A M ARKU SH Gnhvp OF 5
_ MEMEeERS.

Applicatic
members, including the 5 claimed in the pat-

_ent, there being no.  distinction A4) -nbstdn(-n he-
tween the two groupa ,

a :motlon to:

count with the broader range sup- B '\TFVT'('L‘U“Q

B. above.

on dlsﬂﬂ«« a Markush group nf 6

{1) subs mzte.
; satisfactory showing of
ty for including the sixth member
,terferenc eoum ‘he ma he
'} , im v 511bstz~= :

: - group for the 5- memmer
(*mup in the patent claim '
JInterference should be redeclared with the
apphz ation claim as the count and it should be
ndicated that the'claim in the patent corre-

~p~rmd~ Subqtantmlh t the mterference count.

ION DISC LOSURE BROAD.

(. APPL
ER IN ¢
'ROWER IN

SOME \.sPP« 'S AND NAR-

SOME

ECTS THAN

Some cases may ine Juds [)érts of both A and
Such cases should be appropriately
treated by the same general pxm('xp es ontlmefl

above.
meplos of cases involving mmed asppots

' I. Patext CramMs A RaNGe oF 10 10 80.

~Application discloses a range of 20 to 90.
iere heing no distinction m %ubetance bhetween

the two ranges.
{n) Initially, applicant may be permitted to
copy the patent claim, xvlodlfymg it by sub-

Hev, 10, Jan, 1969
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’ ount must be patentable

" The practice outlined above should be re-
ricted to situations where the inventions

applicstion are the same, so that there
truly an interferenceinfact. .~
nterferences declared or redeclared in ac- -

" a satisfactory  cordance with this practice should be submitted

stitute, the applicant makes a , : ith th
showing of the necessity for including the  to the Group Director. i
range of 80 to 90 in the interference count, he  Where one or more claims of a patent are not
may be permitted to present the patent claim  copied identically, the table of counts and claims
modified by submitting his range of 20 to 90  in form PO-850 (see sections 1102.01(a) and
for the range of 10 to 80 in the patent claim.  1112.05(a)) should be fomulated on the basis of
Interference should be redeclared with a  theprinciplessetoutbelow. .~ =~
count covering the range of 10 to 90 and it =~ (1) Where the application claim omits an
should be indicated that both the claim in the immaterial limitation or otherwise broadens the
patent and the claim in the application cor- ~ corresponding patent claim, indicate by writing
_ respond substantially to the interference count. { xfnggzﬁetti);w (x;lqd.'),or;(m) beside the number
4 pl o G 2 patent claim, , iy
IL Imc"‘ms A Marvsa Grour or 6 " (2) Where the application claim is narrower
RN ar than the corresponding patent claim, indicate
Application discloses a Markush group of 5 15 writing (substantiﬁly), (subst.) or (s) be-
of the same 6 members, plus another member iz, the number of the application claim.
not claimed bétthe patent, fhe}fe‘bemg no dis-  (3) Wheretheapplication claim is broadened
tinction n nce between the two groups. in at least one respect but is narrower in another
~ (a) Initially, applicant may be permitted t0  respect than the corresponding patent claim, a
CtO,P)' the be;‘t ¢ algne, mofch;fgmg it by f‘!bf - “phantom” count, to be the issue as to the claims
stituting the 5 members of the patent claim  concerned, must be drafted incorporating the
:1711;];};&&31112:‘{}35% for. the 6-member group in l!)):oi:gest ex ;essi0p§ from both claims and must
Tnterference should be declared initially With (o) pecde (1 mbee b T o bemmding
the exact patent claim as the count and it Q)l;ims. In this case a copy of the “phantom’
should be indicated that the claim in the appli-  rount must be attached to the form.
“cation corresponds substantially to the inter-  The result of (1) and (2) will be that any
ference count. . , count, other than a phantom count, will be iden-
(b) If, in connection with a motion to sub-  tical to the claims in the cases beside it on form
stitute, the applicant makes a satisfactory = PO-%50 having no indicator.
showing of the necessity for including his addi- For rejection of copied patent claims see
tional member of the group, he may be per- ~ Section 110L02(f). ' :
mitted to present the patent claim modified by Rule 205. Interference with a patent; copying claims
substituting the 6-member group which he dis- ~ from patent. (a) Before an interference will be de-
closes for the 6-member group in the patent ; clare—d with a patent. the applicant must present in his
claim. , L - application, cop!es of all the claims of the patent which
Interference Shou]d be redeclared with a a!m deﬁne’ihis invention and such ?laxms must be
“phantom™ count including in a Markush group patentable in the application. However, an interfer.

L 1a: . 3 , L B ence may be declared after copying the claims exclud-
all 7 members claimed in the patent and disclosed ;" "\ n poterial limitation or varfation if such

in the application and it should be indicated  yymaterial limitation or variation is not clearly sup-
that both the claim in the patent and the claim  1,rteq in the application or if the applicant otherwise
in the apphcatlon COI’r@SpGnd subs:tantm]ly to makes a satisfactory showing in jllStfﬂC‘&ﬂOh thereof,
the interference count. ' ; (b; Where an applicant presents a claim copled or
This count is established only for interfer- substantially copied from a patent, he must, at the
ence purposes and thus provides a situation  time he presents the claim, identify the patent, give
which does not restriet etther party as to any the numhber of the patented claim, and specifically
testimony or exhibits offered ns to the disclosed ~ apply the terms of the copied claim to his own dis-
members included in the count.  Such a “phan-  closure. nnless the claim is copied in response fo a
tom” count is only for interference purposes  suggestion by the Office.  The examiner will call to the
and eannot otherwise appear as a claim in either Commissioner's attention any instance of the filing of
of the enses since it has no basis therein, Fur- an application or the presentation of nn amendment

. 173 Rev. 20, Apr. 1080




‘a patent which has
h citation in an
i ‘
1e ‘applicaﬁﬁ? the Ex-
- ami “correct applicant’s claim to cor-
“respond to the patent claim. A notation should

be added to his stating that the correction

However, in some instances the Examiner
- observes that certain claims of a patent can be
made in a pending application and, if the pat-
_ent is not a statutory bar, he must take steps
- to avoid the issuance of a second patent claim-
ing the same invention without an interfer-
ence. The practice set forth hereinbelow ap-
plies when an issued patent and a pendin
application are not commonly assigned. I%
i mmon assignment, a rejection as
ion 305 should be made if an
aim in the pending applica-
tion as is claimed in the

. tion claimed. N , S T
e e ~ o .. A patent claiming the same invention as that
. When an;interference with Ppr ‘ “in an app]ication can be qy’er— ‘

~ posed it should be ascertained bef; teps me only through interference pix .
are taken whether there is common ownership. e the effective filing date of the applica-
4. title report must be placed in the patented (ion is prior to that of the patented application,
. file when the papers for an interference be- | amdavit is required. .
_tween an application and a patent are for- If the effective filing date of the a
~ warded. To this end the Examiner, before three months or less later than that of the pat-
_ initiating an interference involving a patent,  ¢piaq application, the applicant must submit an
should refer the patented file to the Assign- affidavit that he made the invention prior to the
ment Branch for notation as to ownership. filing date of the patent, even though there was
_ Patent 1§¥ Drrrerent GroUP copendency between the two applications, Rule
_ Where claims are copied from a patent clas- 204(b). The affidavit may be made by persons

= : : : oL - other than the applicant. See section 715.04.
2}2?‘;1 g,ntlﬁanﬁti&?fe?erx?gep ’( itfrhzngix)'ogrga;g’i d{gi %‘;' - If the effective filing date of the applicant is

and the interference is declared by the Group  ™MOr® than three months later than that of the
where tho copied claims would be . CIassiI-)‘ ~ patented application, the applicant is required

transfer the application, including the draw- ~ 22Vits Inc a4 g al " I)i)'ts tHine fo
ings, tem'porarif to the Group which will }“t"‘ﬁs&m} Sopmentaty ex fl setting tort.
declare the interference. A print of the draw-  Acts an mim“,!“s dances WIeA 1 1 roven d}' te;-
ings should be made and filed in the Group g".“mty b ‘enfm_ ue c‘ovlztrr.? “fouri PF;"”&‘: IS“ -
‘originally having jurisdiction of the applica- 9:‘}31" X amst tortgn 3ﬁ t'vo 8 013 {e f lt’ﬁ"
tion in place of the original drawings, When  F1- TeSPSCL 10 a8 €08C onnectics a'tho the
claims are copied from a plurality of patents  Paten appflca ?l - Anco dnecRmIl ‘2‘34 ‘]? re
classified in different, Groups, the question Juirement for a showing under Rulo 204 (b) or
of which Group should declare the interfer- €), or 11_1]exammm such a showing Z‘Ib’mt@d
ences should be resolved by agreement be-  Yoluntarily, the} leammer’.must.‘l‘g(altgrmlge
tween the Examiners of the Groups con- g}}ethe(;- or "i?t the pzlz_tentge Is entitle ;fto,.t €
cerned, possibly in consultation with the ling date o “(’1‘ eariier _omeﬁ:tlc 05, ,.mjexgri ‘
Directors involved, [R-20] ' application. A determination that a divisiona
: T - or.continuation relationship is m;,‘limow]egged h1]n
' ‘ ' ; : the heading of the patent is sufficient for this
'1101.02(8) Lopying (laims From a purpose as to a parent application thus men-

tactory showing, be deemed a disclaimer of

licant is

, Patent  [R-20]  tioned, In the case of a foreign application
A large proportion of interferences with a  this determination will not be made unless
patent arise through the initiative of an appli-  the necessary papers (Rule 55(b)) are already
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téh ﬁie, mcl}zd g
foreign applicat
“langm -Whe

" The Examiner will examine the showing to

‘determine whether it includes the two copies
of affidavits and exhibits and is accompanied

by an explanation of the pertinency of the
showing as required by the rule if dupli-

cate copies of any of the affidavits or exhibits

are omitted, the Examiner will notify the ap-

plicant of such omission and state that because -
of it the application cannot be forwarded for
declaration of the interference. Lack of an

174.1

gngpear to be an explanation their s

o 110L02(s)
nation should be treated similarl: except
there are accompanying remarks, with
amendment or in a %PWWPE% which

1d not be questioned. A period of twenty

ys should be set within which to correct the #
Comisston. : :

_ The substance of the shOwin’g will be con-
sidered by the Examiner only to the extent of
determining that it includes an allegation relat-

_ing to priority of at least one date prior to the

: ling ds patentee. Absent

 such a date, the deficiency should be pointed out.
“and the copied claims rejected on the '

effective filing date of the

atent

- with a time limit for response under Rule 203.
If such an allegation is present and the inter-
ference is otherwise proper, the Examiner will -

Ttev, 20, Apr. 1940
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228) o :
Although, as

e from datés, ‘th

~will not normally attempt any 'eval‘uxti‘dn“;b’f ,

»,

lifferent character from that of the copied
‘laims.  In such a case, the examiner may

fuse to accept the showing and reject the copied

claims on the patent. -

If the filing date o pn
filing date of the applicati ‘

- claims of .the application should

3 {f'I}) it appears that s

he same invention as is claimed in

the patent and that the applicant is able to
make one or more claims of the patent, a state-

ment should be included in the rejection that
the patent cannot be overcome by an affidavit
under Rule 131 but only through interference
proceedings. Note, however, 35 U.S.C. 135,
2d par. and section 1101.02(f). If the appli-
cant controverts this statement and presents an
affidavit under Rule 131, the case should be
considered special. one claim of the patent
- which the applicant clearly can make should
be selected, and an action should be made re-
fusing to accept the affidavit under Rule 131
and requiring the applicant to make the se-
lected claim as well as any other claims of the

be required to file the aflidavit and showing re-
- quired by Rule 204.
ment, where applicable, the applicant should

> notified of the fact that the patentee has been
. accorded an earlier effective filing date by vir-
tue of a parent or foreign application. A time

In any case where an applicant attempts to
overcome a patent by means of affidavit under
Rule 131, even though the examiner has not
made a rejection on the ground that the same
invention 1s claimed in the patent, the claims of
the patent should be examined and, if appli-
cant is claiming the same invention as is clanned
in the patent and can make one or more of
clainis of the patent, the affidavit under Rule 131
should bhe refused. and an action such as out-
lined in the preceding part of this paragraph
should be made. If necessary, the require-
ments of Rule 204 should be specified and a
time limit for response should be set under
Rule 203.

~ the sufficiency of the showing, an exception may
be made where it is clear beyond any argument
that the showing relates to an ‘invention of a

ot a statutory bar against t /‘i}zlican‘on,? the
 rejected on
‘applicant

patent which he believes find support in his
application. If necessary, the applicant should

In making this require-

- respects: :
limit for response should be set under Rule 203. pee

1101.028) Copying

Patent. Examiner Cites
 Patent Having Filing

Date Later Than That of

Application ‘

If a patent, having a filing date later than
‘the filing date of a fication, discloses the
same subject matter as disclosed in that ap-
plication and if the application claims the
same invention as tlmtf}f{cl‘:limedf in the patent
so that a second patent could not be granted

without interference proceedings, the patent

_should be cited and one claim of the patent
- which applicant clearly can make should be
~ selected and the applicant should be required

to make the selected claim as well as any other

‘claims of the patent which he believes find

support in his application. =~ 2
If an application claims an invention pat-
entably different from that claimed in a pat-

‘ent. which discloses the same subject matter as

that disclosed in the application but which has

a filing date later than the filing date of the
~applicatio
- granted to the applicant without interference
- proceedings, the patent should be only cited to

o that a distinct patent could be

the applicant. - Thus, it is left to the applicant
to determine whether he wishes to and can
copy the claims of the patent. ' co

Copying Claims From a
Patent, Difference Be-
~tween Copying Patent
Claims and Suggesting

Claims of an Application

1101.02(c)

The practice of an applicant copying claims
from a patent differs from the practice of sug-
gesting claims for a prospective interference
involving only applications in the following

(1) No correspondence under Rule 202 is

~conducted with a junior applicant who is to

become involved in an interference with a pat-
ent but, instead, an affidavit under Rule 204
is required. : I
(2) When a question of possible interfer-
ence with a patent arises, the patent should be
cited, whereas no information concerning the

sonree of the claim should be revealed when

~a claim is suggested for a prospective inter-
ference involving only applications.

(3) Al claims of a patent which an appli-
cant can make should be copied.

(4) Claims copied by an applicant from a
patent may differ from the patent claims by the
exclusion of an immaterial lmitation or vari-
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mx!d he nm‘ed tha 1 &pphoa
' outsxde the vear

ubject matter w

mpson v, Hamilton. »
1950 C.D ‘36 639 O(‘
e :

copied r)p 1y from a atent (. , : ¥
thour mfl d SRk

ot pfztent‘lble to ap
other 18, the"F 11

“ippiwam. rejectmw the

t to proceed under

231 (a)( 2} in fhe event that he does not
ce In tho Immmer« ru]mfr as to.

qitent actions, 1 1
~on appexl, are pem\l in mdm" tlmt thr mtm' :
- ference in: declarved as promptly as pos-
. sible. Failure to vespond or appeal, as th
ense m:n' le. n)thm the 1ine fixed, ml] m th.

mm] hy the ()ﬁwe doof not eor
o the last Office '

. umrv P“”Od by operation of Rul c stays - o '}n}e the time hm)t fm an. appes ! fl‘um the
‘ ing nf rlw gMtumr\ pormrl :  ftinal rejection of a copled patent claim is usu-
: ~ally set'under the previsions of Rule 206, where
~the remainder of the case is ready for final
~aection, it may be advisable 10 1 shortened
statutory period for the entire case in accord-
o ok , : ance w lulol%b.l, L . } ; L
g g , ‘ ne ustineton )et\\eml « limited time for
Hyun:m’m\' Nor Arer ACABLE 1O PaTENT reply ander Rule 206 and a shortened statntory .
When claims from a ptrcnt are made, the riod under Rule 13¢ should not be lost sight
Apphc':m(m is taken up at once and the Exun- The l"“ld]l\ H‘\N]“”“ ﬁ“hl fd! ure to reply
iner may reject such claims in the app]mutmn
if the cround of rejection is not alsy applica
We in the caze of the patent.  Fxamples nf
snel a ground of rejection are insnfficient dis-
closure in the apphieation, o reference whose
date is junior to that of the patent, or beeause
the elaimes copied from a patent wre barred 1o

vLmn or cluims i ,
citer, and this is appeala ,
espoted within the set siniiio) y l)m mcl (I\nle
138y results in abandonnent of the entire ap-
plication. That is nat appeatable. “Farther, 2
hebatiad rexponse wfter the time Binait ot inoae-
covibanoe with Rale 206 mav be entered by the

Qe = e CHHE
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o feren ce, ‘ :
‘with Rule 237 and Section 1 L
Manual. . The Director’s approval m
obtained before forwarding the
of Sec, 1112.08 and |
on motion. =
~ The decision on :
A y. gmnf»ed 0.
v. Halpert, 128 U.S
 1101.02(g) Copying Claims From a
| of Application Is Close
or Application Is Allowed

An amendment presenting a patent claim in
an application not in issue is usually admitted
and,g:ompﬂy acted on. However, if the case
had been closed to further PrOsecutidn‘,fﬁs‘ by
final rejection or allowance of all of the claims,
or by appeal, such amendment is not entered as a
matter of right. - L o

An interference may result when an apglicant
copies claims from a patent which provided the
basis for final rejection. Where this occurs, if
the rejection in question has been appealed, the
Board of Appeals should be notified of the

withdrawal of this rejection so that the appeal
may be dismissed as to the involved claims. - -
. \%heré‘ the prosecution of the application is
closed and the copied patent claims relate to an
invention distinct from that claimed in the ap-
plication, entry of the amendment may be de-
nied. (Lx parte Shohan, 1941 C.D.1;522 O.G.
501.) Admission of the amendment may very
properly be denied in a closed application, if
prima facie, the claims are not supported by ap-
plicant’s disclosure. An applicant may not have
recourse to asserting a patent claim which he
has no right to make as a means to reopen or pro-
long the prosecution of his case. See 714.19(4).

Arrer NoTice oF ALLOWANCE

When an amendment which includes one or
more claims copied or substantially copied from

* interference on any

form letter = ir
oral report to the Group Manager of the rea-

nailing the decision

" deemed necessary.”

1M

 fern should prepare a Jutter [see
{ ter 1112.04}, requesting that the appli-
le  cation be withdrawn from issue for the purpose

terforence. This letter, which should des-

: to be involved, should be sent
ager and then forwarded,
e and the proposed amend-

' When an amendment is received after Notice

of Allowance, which includes one or moreclaims
pied or substantially copied from a patent

1Y
and the Examiner finds basis for refusing the
ground be should make an

sons for refusing the requested interference.
Notification to applicant is made on Form
POL~271 if the entire amendment or a portion
of the amendment (including all the copied

" ¢laims) is refused. The following or equivalent

language should be employed ress the
adverse recommendation as totheem;rly of the
copied or substantially copied patent claims:

e
mended ‘because (brief statement of basic rea-
sons for refusing interference). Therefore
withdrawal of the application from issue is not

1101.03 Removing of Affidavits Be-
fore Interference [R-

When there are of record in the file, affida-
yits under Rule 131, 204(b) or 204(c) they
should not be sealed but should be left in the
file for consideration by the Board of Interfer-
ence Examiners. If the interference proceeds
normally. these affidavits will be removed and

sealed up by the Servics Branch of the Board of

Patent Interferences and retained with the -
interference.

In the event that there had been correspond-
ence under Rule 202, this should be obtained
from the Law Examiner and left (unsealed) in
the file. ‘ ‘

Affidavits under Rules 131 and 204, as well
as an affidavit under Rule 202 (which never be-
comes of record in the application file) are avail-
able for inspection by an onosing party to an
interference when the preliminary statements
are opened. Ferris v. Tuttle, 1040 C.D. 5; 521
0.G. 523. ‘

The now opened affidavits filed under Rules
131 and 204 may then be returned to the nﬁ?h-
cntion files and the affidavits filed under Rule
902 filedd in the interference jacket.

Bev. 16, Apr. 1968

“Entry of claims ____._._.__ is not recom-




~ tinuation or wntlnnation—in—mn of

party included in the interference

‘ shan 8o state. Except as noted in paragraph (e) of

this section, the notices shall also get a schednle of

fﬁmesfortakingv&riousactionsufollows i
(1 For filing the preliminary statements

‘than 2 mont.hs from the date of declaration..

(2) For each party who ﬁlee 8 preliminary state-
ment to serve a copy thereof on each opposing party
_ ‘who also files a preliminary statement as required by
rule 215(!)), not less thar 15 days after the expiration
ot the time for filing pneumimry statements.

- 4montbs from declaration. -
(c) The notices of interference shall be forwarded
by the patent interference examiner to all the parties,

in care of their attorneys or agents; a copy of the

notices will also be sent the patentees in person and, if
'thepttentlnmterterencehubeenusixned.tothe

_agsignees.

(d) When the notices gent in the interest of a patent

are returned to the Office undelivered, or when one of
the parties resides abroad and his agent in the United
States s unknown, additional notice may be given by
publication in the Officisl Gazette for such period of
time a8 the Commissioner may direct.

Rev. 16, m. 1068 , 178

(8) For ﬂline motions under rule 231, not less than '

ﬁr Pmpared by the Examiner Gl

, orandum {Form PO-850)
dm& to the Board of Patent Interferences
rovides authorization for pre
 Notices of Interferenee and tfx lm-

. The latter papers are prepared in
Bra.nch of the Boe.

& or mdechnug an inti rference
should be borne in mind: -

palty should be made ]unlof a.s L

its and ers, but that

ces should be set up making the

party with two ‘applications 3umor : ‘
ference and senior in the other.

which each party to the mt;erfefenoe is not
olved on every count.

(8) That where an apphcan V'f;puts ldentlcal S
laims in two applications by virtue of one of

which he will be the senior party and of the

i other the junior the latter application should be

. placed directly in the interference, leavi the
applicant to gain such beneﬁtashemay m
- the senior application either by motion to Shlft i

the burden of proof or by mtroducmg the

',  senior into the interference as evidence.” (In
- re Redeclaration of Interference Nos. 49 635
- 49,636; 49.866; 1926 C.D. 75; 350,‘0(} 3)

) The Imtlal Memorsndum and

by rule 215 and serving notice of such filing, not less involved are fOl'W arded to the

Service Branch. Any correspondence under
Rule 202 should be obtained from the Law

Examiner and forwarded with the other
'Ih]ssamepractxceob-k‘f :

papers. See 1101.03.
tains in the case of affidavits of thxsnaturem'

_earlier applications the benefits of which isac-

corded a party b( the Examiner in the initial
odged in l;lmels papers.) If a patent
in the aration ap
is involved in the interferen '
report on the patent should be forwarded with
the other papers. i
The information to be included in the xmtlat- e
ing memorandum is set forth below: ‘

1102.01(a) Initial Memorandum to S

the Board of Patent Inter-
ferences [R-16]

The initial memorandum to the Board of
Patent Interferences is written on Form PO-

aration

L of Patent . |

uch cases will be acknowl-

8 recent title




| : appllcatlon

fhst name (of ﬁrst listed inven orifa ‘plxcatf_ 1
is ]omt), serial number, and ﬁlm ; (-

; ;the earliest apphcatlon to which a party
~ titled. An applicant will be accorded the
fit of & foreign apphcatlon on the form PO-850

and declaration notices only if he has filed the
papers required by Rule 53, including a sworn

sue of the mterference, h :
he letter to the applicant & statement that such
laims, speci fvmg them by numher. will be held

mg such statement applies
mterference‘ nvo]vmg only

n :

‘be followed. Such a statement gives
‘ ?partxes notice as to what claims the Exam-
ner considers unpatentable over the issue, it
avoids the inadvertant granting of claims to the

losing party which are not patentable over the

‘issue, but which are not included therem, and

tmnslatlon, and the Examiner has determined

that he is in fact entlt]ed to the benefit of such

‘termined that he. in fact entitled to the benefit

_ of such applica
_quirement for a showing under Rule 204. This

should be noted on the form PO-850 (see sec-
The claims in each case

tion 1101. 02(a)).
which are unpatentab}e over the issue should be

indicated in the blanks provided for that pur-

pose. The Examiner also must furnish a table

showmg the relation of the counts to the claims.

of the respective parties in the area provided in
the form as for examp]e ,

Smith  Green
1 3(m)
15 5
m o 8(m)

Jones

The mdlcatmn of c]mms in eavh case which
are regarded as nnpatentable over the issue is
based on the decisions in Votey v. Wuest v
Doman, 1904 C.13. 323: 111 O.G. 1627 and Rnr]l
yoLove, 1900 C.13 56:.-140 O.G. 1209 in which
it i3 held that when an interference is declured

‘A patentee will not normally be
_given the benefit of a foreign apphcat}on in the
declaration notices unless the Examiner has de-

n in connection with the re-

‘Examiners,

parties and their attorney w :
~ ties and the attorney that the attorney will not
_ be recognized further as representing either par-

it will probably resu]t m fewer motions under
? ;/Ru!e%l(b)

out . the prowsmns of Rule 208
en forwarding the Initial Mem-
e Board of Patent Interferences,

rate memorandum, call their at-

ion to cases in which two of the parties are
resented by the same attorney, in lieu of
Nling the matter directly to the attention of
e Commissioner. The Patent Interference
xaminer when mailing out the notices to the
advise the par-

o In cax-rym%1

tv in the interference or in the interfering cases
unless he shows that he is entitled to continue

_to represent either or both parties as provided =
by Rule 208. The Patent Interference Exam- -
iner will also call to the attention of the parties

and the attorney the reqmrement of the second

' ﬂsentence of Rule 201 (¢). :
~In an interference involving a patent, if the e
Primary Examiner discovers a reference which,
in his opinion, renders a count obviously un- L

patenitable, action should be taken in accord-

‘ance with section 1101.02(f).

If one or more of the counts are c]mms of an

~ involved patent modified to be broader than the
correspondmg patent claims, the word “modi-

fied™ or “substantially” should appear in paren-
theses after the corresponding claims of the
patent in the table of claims. In other situa-
tions where exactly correspondmg‘ claims are
not present in the applications and patent con-
sidered to be interfering, see the guides and ex-

amples set forth in section 1101.02 as to the
proper designation of the relationship of the

"e]mmg to the counts,

In any event, where one

of the parties does not have a claim correspond

179

ing exactly to the count, the Examiner should
indicate b_y the word “(onnt " and an arrow
which eclaim in the table of counts is to be the

Rev. 20, Apr 1669




P  in th ﬁie, tha th
n in 2 mten hould - mterference does not i
be overlocked. For the best practice in in- . matter of the appealed claim:
_terference between applications, dependent or tmtment of other app
; counts should be avoided and each count should .
; This avoids’ coafuswn in lan-
d d]eputes as to the meaning of the
counts. “'hen dependent counts cannot be : ‘ .
-worded as in the case of an interference with ]104 Jurlsdletmn ﬂfi
patent where one of the counts is a dependent - [R-20] ‘
~ claim, the count may likewise be dependent on ; L
_the count CO”'esPO"dmg to the claim on which “'Rule 21l Jurisdiction o}' mierference (a) tmz\ .
the dependent claim is founded. If necessary the institotion and declaration of the interference, &%
8 der'}en’iem dalm may he the SO]e cou ¢ Of an : provxded in'rule 204 the Board of Patent lnterferences
interference. ‘ . will take jurisdiction of the same which wxll then '

" became & contested cas
1102 .02 ?Eflzagiauon of Interference (b The primary @

 The papers nece&sary in decla inter-  TMace :
.feren,; re prepared in the Interference Service The declaration of interference is made when
Branch. The notlces to the part: _ the Patent Interference Examiner mmls the
~ declaration sheet are signed by a Patent In ‘notices of interference to the parties. The in-
ference Examiner, who institutes and decla . terference is thus technically pending before
the interference by mailing the notices to the  tho Board of Patent Interferences from the
: fﬁ‘;ﬁ’;}pfﬁ;ﬁgﬁ;i:gig&%gﬁg&zg m;ls'hfqufé;: ~date on which the letters are mailed, and from
in the Service Branch where they are also re_‘:g :y that date the files of the various .1pph("mts are

" opened to inspection by other parties. Rule 226.

. corded in a card index.
- If an application that has been made specm] Throughout the interference, the interfer-

by the Commissioner becomes involved In an  ence papers and application files involved are in
- interference, mterferenca will be made spe-  the keeping of the Service Branch except at
_cial, provided the prosecution of such appli-  such times thataction is required as for decision
cation has ,been dlhm‘m on the part of th(‘ on mot’ons, ﬁnal hear-]ngs' appea]s, etc when
app]lcant See section 70801. they are temporarily in possession of the tri-
~ bunal before whom the particular questlon is
]]03 Suspensmn of Ex Parte Prosecu- pending.
: tion, Full or Pﬂl'tlal [R——20] I, mdependent of that interference, action as
to one or more of the applications becomes neces-
_sary, the Examiner requests jurisdiction of the
of an applieation is suspended. and amepdments and ~ DECESsary application or applications from the
other papers received during the pendencs of the tn.  Commissioner but first forwards the letter (or
terference will not be entered or considered without = letters} to the Group Director for approval.
the consent of the Commissioner. except as provided  See section 1111.05 and Form at section 1112.06
by these rules. Proposed amendments directed toward (a). Ttisnot foreseen that the Primary Exam-
iner will need to take action for which he re-

the declaration of an interference with another party
will be cnnaidered to the extent necessary. Ex parte  guires ]\ll‘l‘dl(‘hﬂn of the entire interference.

prosecuticn as to specified matters may be continned  However, if circumstances arise which appear to
cancurrently mth the interference, on order from or require it. the Primary Examiner should request
with the consent of the Commissioner. jurisdiction from the Board of Patent Inter-

The treatment of amendments filed dnrmg ferences.
an interference is considered in detail in see- The Examiner never asks mnsdirtmn of a
tions 1108 and 1111.05. patent file. but merely borrows it if needed, as,

Rule 212 Suapenaion of er parte prommion On
declaration of the interference, ex parte prosecntion

Rev, 20, Apr. 1960 180



fminxmmions any party o an inter!’emw may file
a matmn seoking : .

To dissolve as to one or Inore eo;mm, except that

notion based on facts sought to be established

affidavits or evidence outside of +&ce records and

- printed publications will not normzlly be considered,

and ‘when one of the parties to the interference is a

patemeo. no. motion to dissolve on the ground that

 Ruls 231 Motions befare the pri
‘ mnn tlu- period set in me 10t

180.1 Rev, 20, Apr, 1969




o 237 such Imotions 'm

to amen within: 20 dav~ ot the expxratmn of the txme‘
‘opposing parties of:
hich is hased on:

'set for ﬁhng motions.
an opposition toa motwn to ame
prmr an must include copies of ‘suc
. of aumn by the primary exammer under rule

be ‘made within 20 days fmm

" the date ‘of the primar examiner’s decmon ‘on motinn

wherein’ suc hiaction:

" proposed dissolution of the interference.

o dc) A motion to amend or.to submtute another
"upplwauon must be accom ied: by an amendment
‘adding the (l‘nm% in ques
cerned if sach claims are not
tion. :

considered by the primary
argument. Rm;mésts-: fur reconsideration will unt be
entertained. b

(py In the determination r;f # Jotion to dw-nho an
interference hetween an application and-a pﬂtunt the
prior art of vecord inthe patent file may he referred
to for the pﬂr]nd.«- of coustraing the issue, :

(f+ Dpon the granting of a motion to amend apd the
: adoptinon of the eliims by the other parties within a

sions on quest

,, s incorporated or the date of
‘the commu u:ation,g, ing notice to the parties of the =

ony to _t'h'e application con- -
alre’ady in that applica- .

(d) Al prupc-r motions will he transmitted to and g
examiner without oral

is filed.

: ,unt*nd within 20 duys from the

,nd applications in- .
ssolved, by actions:

Ived or may be ent =
aken under Rule 231 “lfat ns before the Pri- -

ry Examiner” or under Rule 237 4
ion at the request of exa

,m'n' be a sub%tltutlon o

a change in t}
itution, or dissolu-

f proof,oracon-.

plication by changing the ) nuni-
See section 1111.07.
ising under this 1

made under th persomﬂ ervision of the

aised b) an ap plicar

rending before the Oﬂicé ter partes pro-

ceedings Inv olving the same apphcant or party .
_in interest.

‘See section 1111.01. ;
Occasionally the entire subject matter of the

“interference may have been transferred to an-
~other Group between the time of declaring the
“interference and the time that motions are trans-
“mitted for consideration.
“after the second Group has agreed to take the

If this has occurred,

. the Interference Service Branch should
notified so that a pm riate changes mav
_y.nade in their records, [. 9]

‘ ,’110:) Ol Briefs. and Lons:deratmn of o

Motmns' \ [R—] 9]
A mrt\ filing a n is expected to mcor-, ,
»orate his reasons with the motion so. that an
initial brief is not contemplated althoug ‘
filedd with the motiou it wrm%
able. Under Rule 231(b) other parties have
twenty days from the ex piration of the time for
filing motions for filing an npp(mtmn 10 a mo-
tion. and the moving party may file a reply brief
within fifteen days of the date such opposition
1f 2 wotion to dissolve is filed by one
pari: the other parties may file a ‘motion to
expirat ion of

Hev, “," me, 12)69 '

aolu"f el

d not be objection- = '



t in ‘1(1(1111011 to th
M‘xch morlon unh :

,ammer _provide

alla arguments presented.
In motions of the types spe',ﬁed below

nust consult nth ‘md ob ,

, Ie.1<t ‘two remain, the mterference

ner. shou]d,not undel'ta e to answer,

one or more. 0f the parf'eq but '1t
eturned
: * prior to resumption

, fore the Patent Interference

E\*; mine f removal of the files of the parhes
who are dissolved out. Ex pors :
ose application:

ntmued as to the re

~ Board of Patent. Interferences. The

1aln the approval of
,,P‘ztent ,terfelemea hefow nmxh

otions to amend where the matter f~up-‘

d in _opposition or

port for a count is
dem the nmtmn

the Examiner dec ides f
for that reason,

Motions relating to rh benehtz of :1 pnor, ‘

_ application, ‘
- Mbotions to dissolve on the
. Or more par: <
counts,

und that one
to make t»he

. Motions toy diss ]V_ on the ground of ,omrer-’ ;

- ference in fact,
Motions to convert an qpph "ati
ent number of inventors, and
Motions to substitute or involve another 'q)-

plication in interference where the matter.

of support for a count is raised in oppc
tion or the Examiner decides to deny the
motion for ﬂm( reason, :

o The name of the Board membm' to be comulte(l
will appear in pencil on the letter rmmmmmg
the case to the Primary Examiner. The ¢

sultation will normaily be at the offices of t

D

, mary
. Examiner should arrange & conveniel
telephone.  In the e

Interference Examiner will examine any opypo-
sition which may have been filed and if the

~ question of right to nmke the proposed connts

 Rev. 19, Jan. 1949

- After Dissolution™
130212 with respect to listing roferenr‘f's dis-
cussed in motion de :

- tion of this matter & moti.
- ground should not

’(f a dlf’fer-

. basis for it.

ime by
of motions to :uumxy(,‘l“
or to_involve another application the Patent

oV, “nm!‘"l [
,,(w!r!vr " Henry, 7T TSP, 220,

'p'u'l} s application

i ‘ nform to the practic
‘hereinafter under the headm

(section 1110). See %ectmn :

‘With respect to' a motion to di

one or more counts it should be kept in mind
that ‘once the interference is dissolved as’'to a.

- count any appeal from a rejection based thereon
isex arte and the views of other parties in the

interference will not be heard. "In order
preserve the inter partes forum for ummdem-
solve on thls

sion 1s a close one bux oulv'whem thom is clmr

It should be 'mted that af '11|

rejection of the inrerference count to one or
more parties, the interference should be dis-
solved pro forma upon that ground, without
regard to the momh f the matter.  This agree-
ment among all parties may he o\pww-d in the
motion papers, in t}m briefs, or in papers di-
ected solely to thar matter.  See Buehh v, Ras-
1, 839 O0.G 21925 O, 75, and Tilden
eun D30 300 0.6, 177 and

Alidavits refating 1o the dix Tosure of i

matter of operativeness or right to m.ﬂ

¢ onthe -
: g!‘nund that one or more parties cannot. make-

, p'n'tlos, L
~agree upon the same ground for dissolution,
which ground wil ~vheequemh be the basis for

as, for example, on the




aua}(a) reltesto
\pplication should
rmr to demsmn on

may mntmne a '
. Wdltch Tndd ,‘90'2

fa patezﬁr o
~ Heation: (which is not a statutory lnr% is .une-

. dated by the effective
L ~,;gatlon:> in the preh
ies, then the an czpatorv effect of that

, this time, but
: ence =hould be r*qn dered if at lea

eed not be vonqriered 1

In deciding motions under Rule 31ia‘}‘("1'}‘ :

‘o tho Examme; should not be mxsled by citatio;

ent Appeals to the ef

‘matters anm}ldr\ there

and that patentability of the ,
be considered. These court decisions

Y lu<

For form see section 1112
The case should then be wit}
ven though the Examiner may
jon that ths motion will pmb‘h ¥
but this withdrawal does not feope!
to further ex parte pmsecutmn and 1f :he mo-
tion is demed the case 18 rfturned m issue with

.ﬁ‘.' :
apphmﬂo‘l or
bject matter, in
1atmg issue, which is not dis-
‘phcatmn or patent airefxds
nd in an opposing.
-ation or patent in the interference.

~ sequently the failure to bring such s mation

will not be considered by the Examiner to re- .

sult in an estoppel aganst any party 1o an
mterfezeme as to subject matter not dl:do;ed_ o
()n the other

se in the mterference,

‘mo’rlon perlod bEf'I‘?(,‘, as m the qpph’

only to the final determination of phc;rm.':'iv

after the interference has passed the motion
stage; in the ordinarv case
solve may attack the patentabilit}

- :mcﬂlm;y to priority.

1100 03 Decision on 'Motion To

otion to dl<~_
of the count

and need not be limited to mntters vch ch are "
B o hether the mmmg,pan

mterference disclo

~Amend or To Add or Suhuuo; ,

tute Other Apphcatmn
[R-19]

Motions by the mterferm;z partlesm-n e
Rule 231 {ay () and (3) toadd or

 made under
_ substitute counts to the mterference anl nlzn ro
substitute or involve in interfi ce other ap-
plications owned by them. Tt should be noted
that, if the Examiner granis a moti
character, he sets a time for the ronme
parties ™ present the allowed pmpmwi co

(58
Mestrative form for these requirements
at section 110006, If the v-1nn=~ A

oo

o tooderermine independently

",111011011 to amend or to substitute or add an ap-.

: ) l)een walved.
'1CLe=:. the 'eto 3 mwn to the opposma partze\
aud the ,notwn may be tmnqmtted by the Pat-

30 mnxzmr‘od u

to the quectmn of
111‘9&&7&' m *he .
the subje '

: OF Arl PaRTiEs L

hF- pr‘mt - which obrains when
‘:wrep apon the same ‘eround for
the ronenrrence of wil parties in o

rresnlt i the automaric grant-
The mere agreement of the
N proposed connts are patent.
Heve the FExaminer of Tas s
whether the pro
posed comnts arve patentzhle and allowable

ph( mrm does

pn fes
ahle o

NGty

i

i their applications, if necessary, and als s o the applieations omvaolved, Feer choueh ne
a time for all parties to file preliminary ~u*o references hinve been cited against proposed
mients as to the allowed proposed connts. coamts by the barties, it i e Fannoner™s dury

iy

AN aate the
paking 1 seareh for This s
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1oy eales Sypedy anTied
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some or all of the parties within the t%u.« cpose e , S
ot the inferforene 1= e farmed o s A s, e s ;’11343,1!“ exersisod, g dertding
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that 1t does

If that is in
ount is patent-

miner should

_ priority

Affidavits ce
“of or in opposition , ,
~tute counts or applications.
is the same as in the case o
ing motions to dissolv.

ing to disclosure of a party’s application as, for

~example, on the matter of operativeness or righ
to make, <hould not be considered, i
. relating to the prior art may f
analogy to Rule 132, "

considered by
If a motion under Rule 231(a} (2}

time by the Examiner in his d
cision may be modified and the motiol
upon the filing of proper a flidavits under Rule
131 in the application file of the partv involved.
This is by analogy to Rule 237, althoug
mally, request for reconsideration of decisi¢
on motions under Rule 231 will not ke ente

tained. Rule 231(d). These affidavitz should

not be opened to the inspection of opposing

parties und no reference should be made to the
dates of invention set forth therein other than
the mere statement that the effective date of the
reforence s been overcome.  \sin th
other affidavits under Rule 131, they remain
senled until the preliminary ~taterients for the

new counts are opened,

Rev. 8. Apr. 1866

~ tion to the motion

applicationor,Int
“may shorten ti

thatof b
. ponderanc t L e 5
If there is doubt whether an earlier appli-

tion was hased.

introduce that_application as
L " dence to be subject to argument by ali yarties
. or{3) 8, .0
denied on the basis of a reference which is not.
~ a statutory bar, and which is cited for the first -
the de-
n granted

S Th: 30 O0G. 3,
stated cuse, no party in an interference shonld

2e of .

f righ
the Primary Examiner

ving a party
hich will not
. They may

se of a junior par ]
eriod for which diligence must
he proved or change the burden of proof from
sevond reasonable doubt to a mere pre-

the evidence.

.

cation discloses the invention involved in the
interference, there being a reasonable ground

for denying the party's right to it, a party

~should not be given the earlier record date.
- The denial of a motion to shift the burden of
- proof does not deprive a party of the benefit

the earlier application upon which the mo-
i He may have the matter re-
viewed at final hearing (Rule 258) and he may
“part of his evi-

“and to be considered by the Board of Patent

nterferences. ‘See Greenawalt v, Mark, 19004
C.D.352: 111 O.G. 2224, e
~In deciding a motion of this nature,

ally advisable first to determine exa tly which
- counts will be involved in the final red

_ edeclaration
of the interference. The practice in de

the motion should then follo

in the vase of In re Redecl
ences Nos, 49,6855 49,63t
In accordance with the last

be: made junior as to some counts and senior as
to others. Therefore, if, in cons ng 1 mo-
tion to shift the burden of proo 1s found
ihat the moving party is entitled to the benefit
of an eartier filed application as to some counts
Lut 1ot as to other counts in the same interfer-
e, the motien slonld be denied. ‘ '

inan opposi-

a motion for that reason al-
ot been raised by a party. In
n ends in disagreement,



in d junior part ;

shift the burden of proof. See McBurney. v.

~Jones, 104 U.S.P.Q. 115; Den Beste v. Martin,

: .D. 178, 729 OG 724; Fried et al. v.
. 311, 746 O.G. 563.

or other reaqon he fnund whlch
pnmarv examiner, renders all or part of the count-

unpatentable; the attention of the Board of Patem
Interferences shall be called thereto. The mterference

may be suspended and referred to the pmmarv exam-
iner for consideration of the matter. in “hxph case the
parties will be notifie the reason .to be considered.
- Arguments of: ‘t e parties regarding the matter will

be considered if filed within 20 days of the notifica-
tion, -The mterferemve will be continued or dissolved in
_arcnrdance with the determmatmn by the pnm.xry”‘ L
" e\aminer If such reference or reason be found white
hefore the primary ﬂaminer for
a__motion, decision:thereon may be
~ incorporated in the decision on the motion, but the
[kirti(-‘a shall be entitled to reconsideration if t_he,x

determination of

“have not submitted ‘xrgnmonh on Hu- matter.

Rule 237 covers dw—olutmn f)f an mtnrfr-wn«-u

on the Primary Examiner's own motion if he
discovers a reference or other reason which
renders all or part of the counts unpatentable.
Two puwvduws are available under this rule:
First, if the Primary Fxaminer finds a refer-
ence or other reason for terminating the inter-
ference in whole or in part the imerference is
before Lim for determination of a motion, deci-
sion on this newly discovered mutter “may e
Sneorporatesd in the decision on the motion, hut

b} ‘a motion 1o

U.SP.Q. 481,

(2} or ‘3) unpatentahle, U
ce, the Prumr\ Examiner should
ate that recans:demtmn ma.y

: \uthm the txme

plvmg the referenca or reason to eas

_counts of the interference which he deem% un-\ o
lth‘the origi-~

patentable and should forward

nal sxgned leti : tP

the mter orm at ee(txon

; I;fprehmmary stabements have become open,' |
i ule 227, or if not and a party

authorizes the Primary Examiner to inspect his o
,_prehmmary statement, effect may be given

ereto in considering the apphcablhu of a

";reference to the count unde: Rule 237. See,

- The Patent, Interference Exammer may sus-
pend the interference and refer the case to the

~ Primary Examiner for his determma,non of the

questlon of patentability, which is inter partes
as in the case of a motion to dissolve.
may be filed within twenty days of the notifi-

5 cation of the partles of the referra] but no

ill be set. Decision is prepa.red and

y the Primarv Examiner as 1n the case G

In cases 1molung a patent and an apph_
where the Primary Examiner raises the

n of p.lteutubrhty of the count, atten-

is _directed to. \o\on v

i verference inv olving Ewo o thore

applications, a reference is brought to the at-

rention of the Examiner by one of the parties
shou]d be made 0

10 the interference, that f.u'
of record M ﬂw'memm in his letter to the
Examiner of Interferences under Rule 227 .
If, in an interference involving an .1pphm~
rion and a patent, the applicant calls attention
t n reference which he states anticipates the
zsue of the interference, the Examiner of

Drrerferences will forthwith dissolve the | iniers

fi't‘ﬁ'nf'(’. and the Primary Examiner will here:
;mn reject the elaim or e Taims to the applicant

;uu his'own admission of nonp: atentability withe

i ummwnhng ol the pertinency nf !im i'vfi»

Rev. i!v, .1.fnz,")§bi3!)

riefs
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In order to reduce th‘
'nm‘ved 1in mterfe

dvtsabie to dec‘de mm]cmq to‘ ,
n motions to amend or to sub-

_and finally motions to e
oof or relating to benefit
'kmw into chunt

’ ntmg or denial of a

‘motion to dissolve on a single ground should
_ordinarily need no statement of

‘conelusto

the 'tpphcatmn in questxon

~ applies in denying a partv th
, ap lication.

Motions to amend or to substitute an apph-

pﬁt nf prmr

catlon ‘do not require any statement of econclu-

sion if granted but a denial should be supple-
mented by a statement of the conclusion on

“which denial is based. If an application isto
be added or szniﬁututed and the Examiner has
determined that it is entitled to the filing date

of a_prior ap tion by virtue of a divisional,
continuation or continuation-in- -part r Eanon’-
: <~‘np. the decision should sostate. '

MOTION DECISION EX uszr-,n .

The miotion by Brown to dissol
ground of unp atentability to all
X in view of Y iz denied. The ¢
references proposed in the motion i
sidered obvious.

The motion by Brm\n to dissolee on the
ground that Jones has no right to .,.mm the
conit s ogeeanted. TEo I8 concidered thar the
AXpression CLolll L = not aanported by
the Jones «hw'hwl'“

The motion by
eomnt 2 for the nresent count s gemted,

’)7 oo

Rev. 19, Jan. 10e%

Jomes ta =ubstitute proposed

est priority : :
assert it by amendment io lhur respe -
i on or before _
it withi in th

On or ixefo*'

manded by Rules
~ proposed count 2

elope bearing the name of rlxe party ﬁlmg 1t

,rm( t he number and title of the interference.

ee also Rule 231(f), second sentence.. A date
for servin plehmmm_‘, statements w 11! he set

in the notice of redeclaration.

If a motion to substitute another cummonh
owned applisation by a different inventor is
granted, the decision should include a para-
graph setting a time for the substituted party

to file a ptehmman‘ statement in the following =

fo rm:;
T‘hp party

~ the party S mmt tile on or before
atement as required

y i pu'mm‘ Ary St
" Rules 215 o7 seq. it a senled envelope bearing
: and the number and title of the nter-

lembmn should close \nth"l \mrnmg :
statenient suely as the following: '
No rec lmsul( ration (Rule 231(d) w*nnd sen-
tence). ;
The time periods fixed in the decision fm
mp} ing allowed proposed counts and for filing

preliminary statements should ardinarily he the

same and a pertod of 30 dayvs honld saffiee in
wmost s However, where wini lm;: fime 18
materinliy longer, ns tor the West Conet or for.
elgn conntries, or when an attorney and fnven-




' Przmary bxamzner for the,
ot ce of a ground for dissoln-
before him for

vace below
han all of the
sultation, under
D‘ éhcu}.d be %

. “Approved as to th
hm'den of px'oof.’ - e
_ After the decision s th 1e p'xpers bemg pre aréed by t ;
Examiner and the pro erical entry made, rvice Branch. The decision sxgned by the
the complete interfe; f d: Primary Examiner will constitute the author-
S Branch. ' ation. The same practice will applv to the
' declaration of any new interference wluch may
, r'eault from a declsxrm on mot' .

Motmn G

Vanous =¥ ecessar} after de-
cision on a motion. The following geneml
rules may be stated: . :
(I the total result of the motion decision
“consists solely in the elimination of counts, the

~ elimination of parties or a shifting of the bur
» , den of proof, no redeclaration is necessary.
have been den the last emry will be “De- The motion decision itself constitutes the pa-

nied.” Ifada copying allowed proposed * per deleting counts or parties and is likewise
counts and for reliminary statements  adequate nohce of the clnftmg of the burden L

is shotﬁdp'd% be mdlcated at the of proof. L
, : (2) If the motlon decmon results in any

addition or substitution of parties or applica-

mp]e-, Of entnec “hlc _tions or the addition or substitution of counts.

be made in the interference brief in the section then redeclaration is necessary. If redecla-
entitled “Decisions on Motion” (Form p()______) ration is necessary. the mformahon falling

in each case ir volved i thé mterference ~ within category (1) 1‘ also included in the re-
declaration g‘tperq The old counts should re-

tain their old numbers for ease of identification.
(8) Since all of the necessary information
' concerning an application to be added or sub-
stituted should appear in the motion decision
or on the face of the application file no separate

Determination of the next action to be  communication from the P rimary Examiner to
‘taken is made by the Servi ice Branch of the the Patent Interferenne E\ammer is necessary

Board. Examples of such action may be redec-  oT desired. .
laration, entry of judgment. or setting of time The Patent Iuterferem‘e Examiner will de-

for taking testimonv and for ﬁlmg brmfc; for termine whether or not the nonmoving parties
final hearing. have copied the proposed counts which have

been .ldmlttod within the time allowed and if
_they have, he will proceed with the redeclara-
tion. If a party ftz;llq $0 to copy a proposed
eount and tLus will not. be included in Inter-
ference as to such count the application will
be returned to the Primary Examiner by the
Patent Interference Examiner with a memo-
randum explaining the circumstances, unless

following nfo
~ order:

‘These entries should be \ermed h} the pri-
mary Examiner.

1105.07 Petition for Reconsnderauon
of Decision

Petitions or 10«;11«% for reconsideration of a
decision on motions under Rule 231 or 237 will
not be given consideration. Rule 231(d) sec-
ond sentence.  An exception is the case where

187 Rev. 12, Apr. 1947



1106.02

the original in

S ared as the result
; S aihe wie R Mg Lo ey g
decision on motions in Interference No.
by ] r o : i G

In this case also, no times for filing preliminary

statements or motions will be set.

Y 110602 By Addition of Nkéw’,P'art‘y by

. Examiner .

Rule 238 states the procedure to be followed
when the Examiner finds, or there is filed, other
or new applications interfering as to some or
as to all of the counts. The pr 3
any testimony has been taken differs consider-
ably from the procedure when no testimony has
been taken. However, the difference does not
involve the Primary Examiner but rather af-
fects the action taken by the Patent Interfer-
ence Examiner. :

The Primary Examiner forwards Form

PO-850 accompanied by the additional appli-
cation to the interference Service Branch,
givin

an original declaration (1102.01) and also in-
cluding the number of the interference. If no
testimony has been taken, the Patent Interfer-
ence Examiner will as a matter of course sus-
‘pend the interference and redeclare it to include
the additional party setting such times for the
new party or all parties as is consistent with the
stage of proceedings at that point. If the addi-
tional party is to be added as to only some of
the counts, the Patent Interference Examiner
will declare a new interference as to those counts

and reform the original interference omitting
the counts which are included in the new one.
In this case the fact that the issue was in another

new interference.

_interference should be noted in all.letters in the

1107 Examiner’s Entry in Interference

File Subsequent to Interference
~ An interference is terminated either by dis-
solution or by an award of priority to one of
the parties. In either case the interference is
returned with the entire record to the Exam-
iner as soon us the decision or judgment has
become final.

Rev. 12, Apr. 1967

_ Branch of the

made anc

rocedure when

7 the same information regarding the
additional application as in connection with

3
dicated and marked

urned to the

ry Examiner is

index in the

nt line that

_noted, ¢ as by the

“Dec ” and initialed b‘y him.
interference file is returned to the Service
Board of Patent Interferences

ner is through wit it

hecked to see that such note has been
initialed before filing away the inter-

ference record. @~~~ = ;

1108 Enu-y ofAmendmentsFlled in

Connection With Motions

‘This section is limited to the disposition of
amendments filed in connection with motions
in an application involved in interference, after.

 the interference has terminated.

The manner of treating other amendments
which are filed in an application during the
course of the interference, is discussed in n
separate section (1111,05),

nder Rule 231(c) an applicant is required

to submit with his motion to amend the issue

or to substitute an application, ns n separate
paper, and amendment embodying the proposed
claims if the claims are not already in the
plication concerned, 1In the case of )
cation involved in the interfer {
ment is not entered at st
in the application file. :
If the mation is gra:
entered nt the time vb- e
rendered, 1f the 4
amendment, thoug!
tered andd is 60 ma
If the motion
denied ag to anm
amendment as
motion is entered, the rematning §
i eniteiud”
(See Rule 266,)
In each instunve the applicant
the disposition of the mmendment in th
netion i the eaxe following the terminat
the interference,  If the case is otherwise
for issue, npplicant is notified that the appli
tion is allowable uied the Notice of Allowa
will be sent in due conre, that prosecution is
closed and to what extent the amendment has
been entered, ~
As a corollary to this practice, it follows that
where prosecution of the winning application
had been closed prior to the declaration of the
interference, ns by being in condition for issue,
that application may not be reopened to further
prosecution  following the interference, even
though additional clnims had been presented
under Rule 231(a)(2). The mterference pro-




oeedmg was not such an Offi , , g |
_the case from its conehtl , - f m rity, abandonment of the in-
Ex parte Quayle, 1935 C.D. 11 , n, Or donment of the st filed by
(Basis: Circular ¢ f] ' , pplxcan , tes without further action as
_ It should be note is p a direction to cancel the claims involved from
' e applxcatlon of the party making the same.
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1109.01

al, 146 USPQ i3l

) in allowabls ¢

en the interference was formed and has

since been amended, or if it contsins an un-

answered amendment, or if the rejection stand-

ing against the claims at the time the interfer-

ence was formed was overcome by reason of

the award of priority, as an interference in-

volving the application and a patent which
ing the formed the basis of the rejection, the Exam-

fore. the file ner forthwith takes the application up for

ng Group until ‘action. | . - L

‘after the termination e appeal period, If, however. the application of the winning
r the termination of the appea? as the case  PArty contains an unanswered Office actio

 may be. Jurisdiction of the Examiner is auto- Examiner at once nOtlﬁGS the a{:pllcang ) -

. matically restored with the return of the files, fact and requires response to the Office action

and the cases of all parties are subject to such within a s ortened period of two months

_ ex parte action as their res ective conditions running from the date of such notice. See Ex

may require, even though. where o appeal to  parte Peterson, 1941 C.D. 8; 525 O.G. 3. This
the Court of Customs and Patent Appeals was procedure is not to be construed as requiring
filed, the losing party to the interference may the reopening of the case if the Office action
file a suit under 35 1.S.C. 146. In a case where had closed the prosecution before the Exam-
a patentee is the losing party, and the Office is  1mer. o . | .
notified that a civil action under 35 U.S.C. 146 The following language 1s suggested for noti-
has been initiated. the files will not be returned  fying the winning party that his application
to the Examining Group until after that action contains an unanswered Office action: ,

_ has been terminated. The date when the pri- . [1] “Interference No. ____ has been term-
oritv decision becomes final does not mark the inated by a decision favorable to applicant.
begfnning of a statutory period for response by Ex parte prosecution 1S resumed. ‘
the applicant. See Ex parte Peterson, 1941 However, this ~app11catlon confains an

C.D. 8§, 525 0.G. 3. - unanswered Office action. L .
If an application had been withdrawn from A SHORTENED STATUTORY PE-

issue for interference and is again passed to RIOD FOR RESPONSE TO SUCH

issue, a notation “Re-examined and passed for ACTION IS SET TO EXPIRE TWO
issue” is placed on the file wrapper together MO.\THS.;FROM THE DATE OF THIS

 with a new signature of the Primary Exam- LETTER.” ; , E A

iner in the bhox provided for this purpose. The winning party, if the prosecution Of_ his

Such a notation will be relied upon by the case had not heen closed, generally may be

Iecue and Gazette Branch as showing that the aﬂowed additional and h?oader claims ,tovthe

application is intended to be passed for issue ~ Common patentable 'sub]ect matter. (Note.

and make it possible to screen out those appli- hg“’"‘j‘i{- In re Hoover Co.. Ete.. 194_3 C.D.

cations which are mistakenly forwarded to the AR HA3 0.G. 365.) The winning party of the

Issue and Gazette Branch during the pendency interference 1= not demed.an‘vthm;_r he was mn

of the interference. . possession of prior to the interference. nor has
See section 1302.12 with respect to listing ref- he a'cqmred any add.lhnml] rights as a result of

erences discussed in motion decisions. the interference. His case thus stands as 1t was
prior to the interference. If the application

1109.01 The Winning Party [R-20] was under final rejection as to some of its

, claims at the time the interference was formed,

the institnrion of the interference acted to sus-
pend, Lut not to vacate, the final rejection.
After termination of the interference a letter
is written the applicant, as in the case of any
other action unanswered at the time the inter-
ference wae instituted, set{ing a shortened pe-
riod of two months within which to file an
appeal or eancel the finally rejected claims.

ai

The winning parry may he sent to issue de-
spite the filing of a =it under 35 U.S.C. 146
by his opponent in an interference solely in-
volving pending applications.  Monaco v. Wat-
son. 106 1.8, App. D.C. 142: 270 F. 2d 335 122
1"SPQ 564, In an interference involving a
patent where the winning party is an applicant,
the Office will not send the application to issue

193
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_ ther action as a ancel the ¢
the application of the party
? (Rule 262(d)). Abandon-

a similar result. See

ference counts thus dis-
nec ceordingly

he pencil

claims have not been cancelled by the applieant

and the case is otherwise ready for issne. these

1 by a line in red
passing the d the applicant
notified o

Amendment. If an actic necessary in the

application after the interference. the applicant

should be informed that “Claims (designated

by numerals), as to which a judgment of pri- -

_ority adverse to applicant has been rendered,
stand finally disposed of in accordance with
2ule 265.” ,,

1f. as the rezult of one or both of the two
preceding paragraphs all the claims in the ap-
plication are eliminated, a letter should Ee
written informing the applicant that all the
claims in his case have heen disposed of. indi-
cating the eircumstances. that no claims remain
snhject to prosecution. and that the application

will he sent to the abandoned files with the
next gronp of abandoned applieations.  Pro-

ceedings are terminated as of the dare appeal
or review hv civil action was due if no appeal
or civil action was filed, ‘

Rev. 20, Apr. 1369

_at the time the interference

; an Examiner’s

o0 rejection on
gh failure to move
or on the disclosure of t

‘art (Rule 257).

"If the losing party’s case was under rejection
was declared, such

rejection is ordinarily repeated (either in full
_or by reference to the previous action) and, in
addition. rejections as unpatentable over the
issue. unpatentahle over the winning party’s

disclosure. or anv other suitable rejections are

made. If it was under final rejection or ready
for izsue. his right to reopen the prosecution is
restricted to subject matter related to the is-
sue of the interference. ; .

Where the losing party failed to get a copy
of his opponent’s drawing or specification dur-
ing the interference, he may order a copy.
thereof tn enable him to respond fo a rejection
based on the successful party’s disclosure. Such
order is referred to the Patent Interference
Fxaminer who has authority to approve orders
of this natnre, '

Where the rejection is hased on the issue of
the interference, there is no need for the ap-
plicant to have a copy of the winning party’s
drawing. for the issue can be interpreted in
the light of the applicant’s own drawing as
well a= that of the successful party. :

It mav be added that rejection on estoppel
through failure to move under Rules 231(a)
(2) and 3) may apply where the interference
terminates in a judgment of priority as well as

194




 where it is end by dis
1110. However, Rule 23
the doctrine of estoppel to
cases involved in the interd
1100 03,

 amendments which accom

dissolve are entered to the e
‘tions were not denied. See
~ect10n 1 34}') 12 with respec

1110

_discussed in motion decision g ds
for dlssolutlon are also a le to the non-

P! ility of the sub-
te the 1 ce, the Examiner
1d, on the return of the files to his Group,

””"'re]ect in each of the applications of the non-

moving parties t laims cor: sponding to the
counts of the interference »n the grounds stated

in the decision.  is proper to refer to the “ap-
‘plication‘of - adverse party in

Interference _" neither the ~~emll

number nor the ﬁlmg date of such apphcatlon .

'should be mcluded in the Office qctlon

Rev. 20, Apr. 1069




If an apphuhon was in
ance or appeal prior to the deciarati
_ interference, the matter o enimng
dissolution of the

ule 262(d)).

an application are elim-

E the practice de-

, e m(g)9 ﬁl;s, see the

fourth paragra 02 for the action to

be taken.

Rule 262(b) reads in part: ~

Upon the filing of such abandonment of the contest

or of the application, the interference shall be dissolved
as to that party, but such dissolution shall in subse-

' quent proceedings have the same effect with respect'to
the party filing the same as an adverrse award of

priority.

Under these clrcumsta ces, lt should be nobed
pursuant to the last sentence of Rule .

that,
262(b) , supra, the party who abandons the con-
test or the application stands on the same foot-
ing as the loamg part'z/ referred to in Section
1109.02.

1110. 02 Action After Dissolution Un~
der Rule 231 or 237

1f, following the dlssolutlon of the mterfer—
ence under these circumstances, any junior
rtIZ files claims that might have been inciuded
n jssue of the interference such claims

The senior of the parties, in accordance with

Where it is only the junior parties to the inter-
ference that have common subject matter addi-
tional to the subject matter of the interference,

the senior one of this subgroup is free to claim
this common subject matter. Rule 231(a)(8)
now limits the doctrine of estoppel to subject
matter in the cases involved in the interference.
See 1105.03,

1111.01 Interviews

[R-16]

Where an interference is declared all ques-

tions ' involved ' therein are to he determined
inter partes. This includes not only the ques-

'1111.02

should be rejected on the ground of estoppel.

Rule 257, is exempted from such rejection.

_ may be had during the pendency of the inter-

185

nonty of in 'entlon but a.ll questions
relative to the right o ea.ch of the putws to
, claims in issue
ed to the i
ntability of the
Examiners are admonished that inter
questions should not be discussed ez
th an of the 1 terested parties and

licants or their =

Record :'m Each Interference
Complete [R-16]

- When there are two or more interferences
pendi this Office relating to the same sub-

_ Ject matter, or in which substantially the same
, ap licants or patentees are parties therebo,

er that the record of the proceedings in each

. kpartgcu]ar interference may be kept separate
and distinct, all motions and papers sought to

be filed therein must be titled in and relate only

_to the particular interference to which they be-
_ long, and no motion or paper can be filed in any
_ interference which relates to or in which is
- joined another interference or matt,er a.ﬂ:'ectmg

another interference.

The Examiners are also directed to file in
each interference a distinct and separate copy
of their actions, so that it will not be necessary
to examine the records of several interferences
to ascertain the status of a partlcular case.

This will not, however, apply to the testi-
mony. All papers filed in violation of this rac
tice will be returned to the parties filing t}

1111.03 Overlappmg Apphcauons

Wnere one of several apphca,tlons of the
same inventor or assignee which contain over-
lapping claims gets into an interference, the
prosecution of all the cases not in the interfer-
ence should be carried as far as possible, by
treating as prior art the counts of the inter-

- ference and by insisting on proper lines of di-

vision. or distinction between the applications.
In some instances suspension of action by the
Office cannot be avoided. See 709.01.°

Where an application involved in interfer-
ence includes, in addition to the subject mat-
ter of the interference, a separate and divisible
invention, prosecution of the second invention

ference by hhng a divisional application for
the second invention or by filing a divisional
application for the subject matter of the inter-
ferenice and moving to substitute the latter
divisional applieation for the application orig-

Rev. 16, Apr. 1968




ty sta.tus (of the other apphcatlon) o

oes not permit the declara-

'tet‘f; rence. Aocor& action on

lth motions in applications involved

the interference has
a'separate sec-

is filed pur-

ng otten ]unsdlc,
or the purpose
r clauns for interfer
party and for the pu
addm nal interference, the examine
endment and takes the proj
‘m1tmte the second interference.

OTHER Ammmwrs

suggestm
with anoth

volved in an interfercnce is received, the
Examiner inspects the amendment and, if nec-
essary, the apphcatmn, to determme whether

. gmledcase

. am;ndment sufficien

When an amendment to an appllcatlon m-fk’f “not entered” an

be ,perma,ne a1thy

e case of ordinary
e ex parte prosecution of th
the amendment is ¢ e filed

e appeal, it ited
ent in an ordinary ap

like any similar amen

" When an amendment ﬁled
ence purpo ris to put the
tion nother inte

d1
pen % xaminer mt

pending application in issue
he Examiner requests jurisdicti
bove, setting forth in

is request the

s J immediate jurisdiction of the file
uired by him, and when the file is re-
ed, enters the amendment and takes the

proper steps to initiate the second interference.

Where in the opinion of the Examiner, the |

_proposed amendment does not put the applica-
tion in condition for 1nterference with another

Ephcatlon not involved in the interference
the amendment is placed in the file a,nd marked

nd the applicant is informed
why it will not be now entered and acted upon.
See form at 1112.10. Where the amendment
copies claims of a patent not involved in the




mit p
he apphcatxon at
nte _was_clos

_party in 1nterference brmgs a
ule 231(a) (3) affecting an ap-

motlon unde
plication not already i
~ ence, the Examiner of 1
_ once send Primary Examiner a written no-
~ tice of su on and the Primary Examiner
should place ice in said application fiie.

ded in the mterfer-

The notice is customarily sent to the Group

 which declared the mterference since the a
 plication referred to in the motion is general%)y
_examined in the same Group. However, if the

application is not being examined in the same
Group, then the correct Group should be ascer-

_ tained and the notice forwarded to that Group.
This notice serves several useful and essen-
tial purposes, and due attention must be given
to it when it is received. First, the Examiner
is cautioned by this notice not to consider ex
parte, questions which are pending before the

Office in inter partes proceedings involving the
same applicant or party in interest. Second,

if the application which is the subject of the

motion is in issue and the last date for payving
the issne fee wil] not permit determination of
the motion, it will be necessary to withdraw

___the application from issne. See form in section

1112.04. Third, if the application contains an
affidavit under Runle 131, this must be cealed be-
cause the opposing parties have aceess to the ap-
plication.

' ferenceﬁ chould at

! h, for sxmphcxty ,the’\subj of
is titled “Conversion of App c

from Joint to Sole or Sole to Jomt, .

_as an infer pa

udes all cases where an applicati
to decrease or increase the number of
~ See section 201.03. ’
n is attempted after
! at prior to expiratio
ng motions, the matter is t
‘matter, subject to opposition.
That is, the filing of conversion papers during

_ this period whether or not accompanied by a
~ formal motion will be treated as a motion under

 Rule 231(2)(5) and will be transmitted to the

~ Primary Examiner for decision after expiration -
 of the time within which reply briefs may be

have been filed. If conversion is. permitted,

filed, along with any other motions which may

 redeclaration will be accomplished as in other
cases on the basis of the decision on motions.

If conversion is attempted after the close of
the motion period but prior to the taking of

any testimony, the Interference Examiner may,
‘at his discretion, either transmit the matter to

_the Primary Examiner for determination or
_defer consxderatxon thereof to final hearing for

determination by the Board of Patent Inter-
ferences. If transmitted to the Primary Ex-
aminer, the matter is treated as outlined in the
preceding paragraph. -

If conversion is attempted after the taking

_ of testimony has commenced, the Interference

197

Examiner will generally defer consideration
of the matter to final hearing for determina-
tion by the Board of Patent Interferences.

In any case where the Examiner must de-
cide the question of converting an application
he must, of course, determine whether the le- -
gal requlrementc for such conversion have
been satisfied. just as in the ordman ex parte
treatment of the matter. Also as in ex parte
situations the Examiner should make of record
the formal acknowledgment of conversion as
required by section 201, 03,

A party may occasionally seek to substitute
an application with a lesser or greater number
of apphcants for the application originally in-
volved in the interference. Such substitution
is treated in the same manner as the conversion
of an involved application as described above.

Rev. 20, Apr. 1969




tent Is in

\ Jotter with

rterference is placed in

the Commissioner and

copies thereof are placed in the reissue
~ cation and mailed the parties to the in
ference. This letter gives notice of the fili

issue application and generally 1

paragraph of the following nature: '

vill be open to in-

issue applicatit )
arty during the in-

_spection by the opposin
terference and may be separately
during the interference, but wil '

 to issue until the

interference, exce
Commissioner ; ; ,
1111.09 Suit Under 35 U.S.C. 146
- by Losing Party - [R-20]

~ When a losing party to an interference gives‘

notice in his application that he has filed a
civil action under the provisions of 35 U.S.C.
146, relative to the“’interference,~ that notice

Rev. 20, Apr. 1960

cuted

Interfer-

_on the application of
No letter to that effect nee

- 1111.10

nce, the papers are
a the application file in the same
manner mendments received during inter-.
ference. appropriate action taken after the
termination of the interference. i '
" A party will be given the benefit of a foreign
ing date in the declaration notices only under
circumstances set out in section 1102.01(a).
party having a,,fqre'égn filing date which is not
accorded him in the declaration papers should
fle a motion to shift the burden of proof or for

benefit of that filing date under Rule 231(a) (4)

~ and the matter wi
_partesbasis.

1 be considered on an infer

1111.11

: aténfabilit’y‘ Reports ’

 The question of Patentability Répdrts rarely

arises 1n interferenc

Report pract
motions and the procedure

¢ proceedings but the
roper occasion therefor may occur in decid-
ing motions. If appropriate, Patentability
ice may be utilized in deciding

closely as possible the ex parte Patentability

Report practice.

198

should follow as '




zed experienc
_ a course of action winch will av
difficulty in the future tre‘ltment of the caﬂe_

ing Inventor

RQQL&tS for certlﬁcates cor!
joinder or nonjoinde of inventors in
are referred to th

considered inter partes.

posmg party WIH be reqmred and anv .

bv an opposing party addressed
]l be con)lglde%ed if filed within :

rence, a copy
concernmg the request will be sen
as to the requesti
rtificate will be wzt

Forms are found in C‘haptex 600 of the
anual of Clerical Procedure which gives de-
ils as to the stationery to be used, number of

coples, typmw format and handling.

1112 01 Letter to Law Exammer Sub-

mitting Proposed Interfer-

ence for Correspondence,
Under Rule 202

This",',correspondence is no longer inst.ituted.

Rev. 11, Jan. 1867




MANUAL OF PATENT EXAMINING PROCEDURE

esting Claims fo.- Interference

u.s. DEPARTMENT OF COMMERCE

Cited References Charge Data (If applicable)
Deposit Account No. : No. of Copies

- L suom MR FOR REPLY

",Pleasc fmd below a communication from the EXAMINER in charge of thxs apphcatxon

Comxmssxonet cf Patents.
The following claim(s) found allowable, is (are)
suggested for the purpose of interference: '
APPLICANT SHOULD MAKE THE CLAIM(S) BY
(allow not less than 30 days). FAILURE TO DO S0 WILL BE
CONSIDERED A DISCLAIMER OF THE SUBJECT MATTER INVOLVED
UNDER THE PROVISIONS OF RULE 203, | |

WCJONES:pcf
on-?Bou

1112.03 Same Attorney or Agent in Applications of Conflicting Interests

This is usually added to the letter suggesting claims:

Attention is called to the fact that the atrorrney (or agent) in this application is also the
attorney (or agent) in an 1]){)]1( ation of another pn'ty and of ditferent ownership claiming
substantially the same patentable invention as claimed in the above-identified application.

Rev. 5, Jul. 196) 200



11204

U.S. DEPA ‘”ENT OF ,COWERCE

» Director, Operation = DATE: . . .

. m reblyrefer to:

“ntitled applica ‘on

a-¢f beioi).
 _The final fee has (or has not) been paid,
Respectfully,

bEXaminer

 JCWILLIAMS:fwa

a. ... interference, another party having made claims
’ suggested to him from this application.

b. ... interfererce, on the basis of claims
(specify) copied from Pat, No. = .

1nterference, applicant having made claims
suggested to him,

. A ‘ 'reJecting claims (specify) on the 1mp11ed
disclaimer resulting from failure to make the
‘claims suggested to him under Rule 203.

e, ..; deciding a motion under Rule 234 1nvolv1ng this
application, the date set for the motion .being
subsequent to the ultimate date for paying the

final fee,

f. ... deciding a motion under Rule 231{a) (3) involv-
ing this application, the final fee having been
paild, or, the motion cannot be decided prior to
the ultimate date for paying the final fee,

‘ 201 Rev. 5, Jul. 1965
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1112. ,
 remcpan STATES GOVERNMENT | US DEPARTMEVTOF couuencs ,,
- gueesy : = ENT OFFICE.. ‘

ng-m 3

. DATE:

e z};ply refer ro: :

Request for fadicticn: Application of
e : John T, McKibben
Serial No. 385,963
~ Knitting Machine
'Filed July 1 ‘965

Jurisdiction of the above—entitled_application
now 1nvolved 1n Interference No. 88 262, McKibben v. Tapes,;_e'

15 requested for the purpose of '(The Examiner provides

‘reason or 1nd1cates the appropriate 1tem a-d belowl,, : e;

Respectfully, =

Examiner

J. WILLIAMS: pcf

(a) Suggesting claims thereto Por interference
with another party and of entering such claims if
made, and of initiating such gdditional interference,
{b) Entering an amendment which puts the appli-
ecation in condition for another 1nterference, and of
 1nitiating such other interference, S
' (e) 1Initiating another interference, another~
party having made cla*ms suggested to him from this
application,
: (d) Entering and taking action on claims copied
from Patent No._ ' to_ = , with which appllicant
requests an interference,

t Nate aiphabetiral rRrrangement

@03 o Rev. 5, Jul. 1865



TRE COMMISSIORER OF PATENTS

WASPHNGTON DC m 5

In re Intf, No, 98',3000‘
John Willard |
LWt
Luther 'Stqne, nh
‘ Undor tne provisions o- ?ule 237, your attention
1s called to the following pat s ' N

197,520 Jolien 1-1897 21426
Leodts ’463 Moran 1950 214-26

Coun*s 1 and 2 are const ered unpate'xtable over o

either of *hese references for tﬁ:e follouing reasons: i

("‘ne Examine d1scusses the references,)
AR . Examiner

MMWard spef
"‘oples to ' |
John Jones

133 Fifth Avenue
New York, New Yerk 11346

 Leonard Smith
L4160 Munsey Building
Washington, D, C, 206)41

PA'I’EN'I‘FF Inv OLVED

If one of the p.u'tlw-; is a patentee, no reference she md bo ade to the [)Ilf(’?h (l.nms ner ta
the fact that such clalns correspond to the counts.  See 1101.02(f), last varagraph.  Howaver,
this restriction does not apply 1o claims of the application. L(ung:u.lge sich as the following is

sugrgested : "A\gxl)lu.mta clatms——are ('tmsulurwl fulh et ln for |.np.|.(~m.ll)ln‘uwr) the—-
mferen(w (Basis: l\m'ceof()«m!x'r‘%,‘ 962) Gl NS e B e : N 0 ;




lizant: ¢
. g i ﬁichard ‘A Green,
Ch&rle ¥ > 4 o . Ser i NoJi e
123 Main Street 521 316
‘Dayton, Ohic 65497 . . :

' ‘ ‘ July 1, 1965

" "‘0!

PIPE CONNECTOR

. (‘x!ed Rcfcrcncea Cratze Detay (l apphc.ble;
: . of Capies

Beposxt -\ccou::: N

Please fimi‘bélkév;g:’a' wm'rumcauon from ‘he E\’nﬁ\hR in charge of Jus apphcauon S

: ’ ’ Comnﬁs'cﬂez f‘f Pale’zm
e arendment f*le ,’;:‘:’,; has not now been iy
jentered sinue -t does not place the case 1n condi‘ion for
”7another 1n*e*'e*erce. ' L '

( Pollow: witn approoriate paraJ apb,,e.g,, (a) or

(b) below., ; : ;
{(a) .pplicant has no rignt to make cla*ms ‘

)

. because (state,reason oriefly ) ("se where applioant cannot
makeicla;ms for “torfarence witb another app-_cation or
where applican clearly cannot make claims o‘ a patent )

(% Ciaims e are ﬂlrected to a sne*ies

', whicb 1s not presentlj a"lowabl° in *Hls case.

Examiner

ZGREEYN :ns
WOT-2052

2000 Rev. §, Jul. 1965





