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1301 Substantially Allowable Case.
Special

When an application is in econdition for al-
lowance, except as to matters of form, the case
will he considered special and prompt action
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: 1302 Ol, "

anrellatmn of ('lmme Lost in Interfer-
- omeets

Data of Copending Appl!cation Referred  vention to which the allowed ims

serve Aban- ‘
‘ reguently the invention as orlglmllv de-,,
scribe

~adding new claims, applicant employs terms

. See "10 02(b)_paragrapl (a) ’
1302 Final Rev;e "

Preparation
for Issue o e

General Re e of Dlsclosure :

“'hen an 'lpp]lC'ltlon is appax‘ent]v reqdy for
allowance, it should be reviewed by the Ex-
aminer to make certain that the whole case
all formal requirements and particularly
that the brief summary of the invention and
the descriptive matter are con

rected and that the language of the claims
finds clear support or antecedent basis in the -
ecification. Neglect to give due attention to
 matters may lead to confusion as to the

f the patent. ‘

and claimed was of much greater scope
than that defined in the claims as allowed.
Some or much of the subject matter disclosed
may entlrel{’ outside the bounds of the
claims accepted by the apphcant In such case
the Examiner should require the applicant to
modify his brief summary of the invention
and restrict his descriptive matter so as to be
in harmony with the claims. However valu-
able for reference purp ',the Examiner may
consider the matter which is extraneous to the
claimed invention, patents should be confined
in their disclosures to the respective inventions
patented. (Rule 71.) Of course enough back-
ground should be included to make the inven-
tion clearly understandable. See 603. 01(d)
and 608.01{e).

There should be clear support or antecedent
basis in the specification for the terminology
used in the claims. Usually the original claims '
follow the nomenclature of the specification
but sometimes in amending the claims or in

that do not appear in the specification. This
may result m uncertainty as to the interpreta-
tion to be given such terms. See 608.01(o0).

Where a copending apphnatmn is referred to
in the specification, the Examiner should as-
rertain whether it has matured into a patent
or berome abandoned and that fact or the pat-
ent number added to the specification.

Rev, 18, Oct, 1968



iption a
, , cter may be corxected”m the
All poncn] nm:»- made by‘ the Examin escription but onl; en the
mnqt be erased me the' caseis passed to 1 ertam of the of

tlfv a patent whlch h'ls been granted on a
US. application referred to by Senal \'o m
: tho specification.
6. Other obvious minor mmatlca] errors
o such as misplaced or omitted commas, 1mproper oy
_ parentheses, quotation marks, etc. gl
- 7. Obvrious informalities in the applica on,
- other than the ones noted above, or of P
. grammatical nature.
The fact that apphcant is entltled unde; B
, ~ U.S.C. 120 to an earlier U.S. effective filing
,ade in ‘the spemﬁcatlon or amend-'  date is sometimes overlooked. To mmum?e
d to confusi and mxs-*;,x this possﬂnhtv, the statement that, “Thls is'a
' ~division (continuation, continuation-in- part)
- of Application Serial No. ... _, filed __.______.
p: g the case to issue. Sep Rule: 1»’), should appear as the first qentence after the ab- :
m 608, ()l(q) i . stract except in the case of design applications
5 o ' where it should f}llppe'lr as set forth in Sec.
, 1503.01. Any such statements appearing else-
1302.03 Slatu Letter of A]lowab'hty’ ~where in the)=pemf' cation shoul({)be relgcated,_ o
. POL—327 [R-18] The clerk indicates the chan¥o for the printer

This 1 sed wl 1 in the “Pl)roprnte margin when checking new
tis letter is used whenever an application applications for matters of form.

under final rejection has been placed mn condi- Other obvious informalities in the apphca-'
tion for allowance as a_ result of a communica- tion may he corrected by the Examiner, but
tion from or an interview with applicant. such corrections must be by a formal me_,’:{_’ o

e date of the communietion o ntervier ey mendmen. igned by the Primary Bx.
3
3 aminer, placed in the file, and a copy. sent to

of the person with whom the interview, if any, } i The el fiod] | .
was held should be included in the letter. the applicant. e changes specified in the i
Immedmtdy after determining that a POL  amendment are entered by the olerl\ in the reg- |

327 letter is necessary, the letter should be ef- ular way.
fected before preparmgz the .l])phc mon, for The amendment or cancellation of claims by
all«m.mc'e Sece 7T14.1 . formal Examiner’s Amendment is permitted

when passing an application to issue where

" these changes have heen authorized by appli-
1302, 04 Exammer g Amendments and cant (or his reprosenfutne) in a telephone or

Changes [R—]B] - p«*rsmml interview. ‘The Examiner’s Amend-
ment,_shonld indicate that the changes were
anthorized, the date and type (personal or
telephone) of interview, and with whom it was
held.

A (h.mm- in the abstract may be made by
_Examiner's Amendment.

1302.01 (a)

Sée 607.01 for checkmg speuﬁcatlon to
AsSUre  presence of pmper stipulation by
) 'llcant : ,

Iwm*pt by formal amendmont dnly signed or :
as hereinafter provided, no corrections, era-
sures, or interlineations may be made in the
body of written portions of the specification
or any other paper filed in the application for
patent.  (See Rule 121,

Rev, 18, °Oct, 1968



A copy of any formal amens
~ plicant even 1f the applicati
_ printershands. :
~ Examiners will ncel claims on the b
_ of an amendment wl h argues for certamn . 4 Ly
:IIET\c‘lllﬁ(:é]‘]l]:gfmq%:{hep(i;-rgggg 0 amh{?;ﬁgi e To identify a claim, a formal eEXam_in_er's
claims are alloved. “TR-1TT - . lalagees by ~Amendment shonid refer to it by the original
Al arb all : , ; Lo number and, if renumbered in the all
‘ plication, also by the new numbe

11302.04(a) Title of Invention :

. Where the title of the invention is not spe bt -
cific to the invention as claimed, see 60601. =~  [R-17]
. 4. Where a case otherwise ready for issue re-
1302.04(b) Ca““““‘!"“ _Qf Nop-S‘tat-“ quires correction of the drawigg, the Exam-
~ utery Clalm - [3—17] . ix}xler,lgefore '}seniding'lfthe ilﬁle todthe Draftsman,
. iy CEE W Ty - should attach thereto ip indicating that the
e o cas o otherwse in sondition for - "ty for llvance. Stght et
it noxl—étatut UNer ma h" s oneito vA may be corrected on the Examiner’s initiative
dus'.y 'b‘t t'%l adia) sue a(.i gne '(l))éd.” as set forth in 60%02(w) and a formal Ex-
&entl:?,,sutsﬁ?n ‘ﬁi as St,}tf)iwlnﬂfn th gxcr s aminer’s Amendment prepared.
E.Pp lcfm:;hsulm'”*b ~°~1,Fe‘ O th2. qince fi' Correction of some slight defects may be
nl;‘)f;to e claun oy an i, SLXAMINEL'S < mend obviated, see 608.02—Waiving of Corrections™,

1302.04(c) Cancellation of Claims to  1302:06  Prior Foreign Application
. NongElected Invention See ¢ ( 1.14(‘(;) and 202,03,
Use of Retention Labels To

Preserve Abandoned Com-
panion Applications [R-17]

See §21.01 and 821.02.

1302.04(d) Cancellation of Claim

~ Lost in Interference
e Rule 13(b). Except as provided in Rulei11(h)
“abandoned applications are likewige not open to public
sinspection, except that if an application referred:to in
4 Inited States patent is abandoned and i available,
it may be inspected or copies obtained by any jerson
Con - written, request, withont ‘notice to the applicant.
~sAbandoned applications may be destroyed after rwenty
_\'bnrs from their siling date, except those to which par-
ticular ‘ntt(-‘minn hitx been ealled ad swhich have heen
marked for preservation, Abandoned applications will
ot he returned,

_ Related applications referred to in patent
gpecifications are preserved from destruction
by a retention label (Form PO-150) which 1s
attached to the ontside of the file wrapper.  The

See 1109.02.

Cancellation of ‘R”‘ek,'jectkcd

1302.04(e) R
Claims Following ”Appea]

See 1214.06, 1215.03, and 1215.04.

1302.04(f) Data of Copending Ap-
plication Referred to
Should Be Brought Up to
Date [R-17]

Where a patent application which is ready
for issue refers by serial number to a U.S.

223 o ~ Rev. 17, July 1965




‘has not expired, !
fication of the a

Already patented:
- No label is required. Insert patent num-
~ ber in specification if not already present.
-~ Formal Examiner’s Amendment not neces-
‘sary if this is only change. ‘

- In issue: .
 Fillinlabel. Make no change in the speci-
fication of the allowable application. Clip
the label to the Serial Register card of the
_ casein issue. If case in issue is abandoned or
_jg withdrawn from issue, it is returned to the
Group, where the Serial Register 1
pulled. The label is attached :

stroyed when the card is pulled. ‘
Examiners are reminded that only one re-

If case in issue is patented, the ]abelxs de-

tention label is necessary. Thus, if a retention -

_label is already present, it is sufficient to merely
‘ ,:'l?d “et al.” to the Serial Number cited thereo
- [R-18] ' -

1302.08 Interference Search [R 17]

_ Assuming that the case is found ready for
issue, the Examiner makes an “interference

search” and notes the date and class and sub-

classes searched in the file wrapper. To do this,
he inspects all the pending prints and drawings

Rev. 18, Oct, 1988

. Spaces are p

nterferf

preparing the :ipplic;;t ion *fbr

15 out, in black ink, the appropriate

on the face of the file wrapper.
g Office and the

miners should
utside of the

> application con-

sue, the abstract
(3azette instead

~of aclaim.  In these cases the Examiner should

Y

strike through the words “Print claim(s)”
the file wrapper. See 608.01(b), =
In applieations containing no  abstract,

Examiners should ordinarily designate but one

claim on each ilwentioﬁn_to_be pu.b]ished in the
Official Gazette in connection with each ori

~ inal or reissued ?atent.’_;The broadest claim
_shonld be selected. When a plurality of in-
ventions are claimed in an application, addi-

tional claims to a maxXimum of five may be
designated for publication. =~

ided on the file wrapper for
identifying data of a prior abandoned applica-
tion for which the instant application is a Sub-
stitute, and for the parent application(s) and

prior foreign application(s) meeting the re-

quirements of the Statutes. S
 The class and subclass and the name of the
xaminer which are written in pencil on the file

crapper should correspond to the class and sub-

~ class in which the patent will issue and to the

name of the Examiner preparing the appliea-
tion for issue. ' o o
i 202.02 for notation as to parent or prior
i splication to be placed on file wrapper.
See 202.03 for notation as to foreign patent
application to he placed on file wrapper.
See 130213 for name of Examiner.




ts for prmtmg
‘ he ﬁnal offici )

. with he por ’

of the application to
f[‘d in the Official G

ette. The numer-

- ,feasxble
~ If the selected ﬁgure is not on the first sheet,
~ the Examiner should indicate it also on the
 sheet where it does appear. If there is no
""ﬁgure illustrative of or helpful in. ‘understand-

‘the claimed invention, no figure need be
“None” may be written after “0.G.

. ected
Flg » If, through inadvertence, the stam
 legend for 0.G. Fig. and class and subclass
_appears within the margin of the drawing, the
hou]d make the notatmns outs‘zde,

rgins.
the date of mailing of the Notice

ce, which is done by the Issue and

ranch. Under current practice. the

the Examining Group does \()T,"
s g IR 20  which the erroneous citation h

enter. 'any date when the case is “sent to issue”
See sections 903.07 and 903.07(b) for notation to

be applied to the Tssue ( lassification  Slip

~ (Form PO-270). «
* To ensure that both coples of the c:hp do not
become separated from the file, Examiners

should affix the entire unit set to the inside left

flap of the file wrapper by stapling it at the

upper right hand corner, using one etap]e only
It 1s

in the space marked ‘“cross references”.
not necessary to remove the rarbon paper.

Gazette Branch remove the original for use by
Machine Operations Branch and leave the car-
bon copy in the file for use by the prmter

' 1302.11 Reference to Assngnmont
 Branch [R—20]

The pr'u‘-twe of referring certain 1pphmhonq
to the Assignment. Branch when pasging them
to issue is no longer follow ed since title searches
are automatically made in all applications after
payment of the issue fee, See section 303,

hm,ﬁgu}’:v shogllxlld he

‘,See sect

_in the application.

- date entered,on the front of they\

Examiner’s Amendment
().

isshie. uinder the practice of secti

1302. 13 Signing  [R-18]

The Allowed Files Unit of the Issue and

225

not cent'to the app
) important in the case :
plications where significa pnor
f record in the parent c nthe
rare instance where no art is cited in a
tion app]lmtlon, all the references cited durin
the prosecution of the parent application w1ﬁ
be listed at allowance for printing in the patent
s 707.05 and 707, 05(a).
1 preparing an a.pplxcatlon for a]low-
» “final review” clerk will verify that
least one list of references (PO-892)
‘All lists of references are
maintained in the center section of the file wrap-
per with the first being on top. ; ¢
In the first action after termination of

o kterference. the Examiner should make o
ineach agphcatlon all references not already of
“record w

ich were pertinent to any tions to
dissolve and which were discussed 1n he deci-

_sion on motion.

In any case, othermse ready for issue, in
not been for-
corrected in an official the Exam-
‘directed to correct the citation by an
Nee sectlon 707.05

should be added by way of a PO—892

The Primary Examiner and the Assistant

 Examiner involved in the allowance of an ap-

plication will print or stamp their names on
the file wrapper in place of their signatures.
Each Examiner shall place his initials after his
printed or stamped name. A Prlmm'v Exam-
iner who prepares an application for issue him-
self prints or stamps his name and initials the
file wrapper only in the “Primary Examiner”
space. A line should be drawn through the
“Assistant Fxaminer” box to make it clear that
the absence of a name in fh(* box was not an
oversight,

Rev. 20, Apr. 1068



‘ _pro rmte form of
nd the mailing date ap
ped on the file wrapper by th

14.15 to T14. lb(e
mtains claims copied
L)

otice is sent (see section 707.13), the date
dmg the notice must be changed in the file
‘with the date of such rem.u]mg

- The noticé of alléw:mcé will not be Wifhheld
_ due to death of the inventor if the executor or
' adm;mstrator has not mtervened See sectmn

. 1304 Wlthholdmg From Issue of “Se-

[R-20]

"Secrecy Order” cases are not sent to issue
ever. when all of the claims have been allowed.
Instead of mailing an ordinary notice of allow-
ance a D-10 Notice i is s‘ent See section 107.02.
If the “Secrec ) 7 m ‘a case is with-
drawn after the D-10 notice is mailed, the case

_ crecy Order” Cases

should then be treated like an ordmary apph-'

' catlon in condition for a]lowance

1304. 01 Amendments After D—lO No-
tice [R-20]

For amendments received after D-IO Notice,
see section 107, 02

1305' Jurisdictiony ‘[R-‘18v]

~Jurisdiction of the application remmns with
the Primary FExaminer until the not ice of allow-
ance is mailed by the Tssne and Gazette anr-h
However, the Fxaminer may make l xnmmorq

Rev. 20, Apr. 1960

_ for the first page of printe

~in lnpse of the patent,

I'pon pavment of this s sum the patent shall issue, bur
if pavment is‘not timelv made, the app]icatlon shn]l be

 regarded as abandoned.

Any remaining ba]ance of the issue fee sha]] be paid -

within three months from the sending of a notice there-
_of, and. if not paid. the patent shall lapse at the ter- :

mination of this three-month period, In caleulati
amount of a remaining balance, charges for a
less may be disrezarded

If any payment required by this qectlon is not timely
made, but s submitted with the fee for delayed pay-
ment within three monthe after the. due date and suffi-

- clent cause is qhown tor the late payment, it may be -

accepted by the (‘ommisszoner as though no abandon- ; '
ment or ]apse had ever occurred. :

The Patent Office has discontinued the prac-
tice of estimating the number of printed pages

~ of specification in advance of printing. Instead,

a Minimum Issue Fee is due three months from :
the date of the Notice of Allowance, The amount
of the Minimum Issue Fee is shown on the No- =
tice of Allowance and consists of $10() plus $10

' ﬁoahon plus
$2 for each sheet of drawing.

After the patent is. pnntedl, if an additional .~ -

fee is required, a Notice of Balance of Tssue Fee
Due will be attached to the- patent ‘when mailed.

Failure to pay this balance within three months
from the date of the Notice thereof will resnlt




_mitting their payments. St

The payment of the balance of issue fee d

be simplified by using a Patent Offi de-
account for s fee. A '

nt’

‘above mentioned fees wi
vone other than tl
gent or a party in interest as:
ords of the Patent Office.

1307 Change in Classification of Cases
‘ ,,,;"'”Which“Are, in Issue ﬁ,','[‘Rej-ZO]';f ,

See ’se’c'kt-iori 903.07

Rule 313. W 7
of allowance of an applica s sent, the case will
‘pot be withdrawn from iss by approval of
' the Commissioner, and if withdrawn for turther action
‘on the part of the Office, a new notice of allowance will
be sent if the application is again allowed.
 When the issue fee or that portion thereof specified
in the notice of allowance has been paid. and the
. patent to be issued has received its date and number,

11308.01 Rejection

thdrawal From Issue [R-20]

we. After the notice

1308.02.

ter  Allowance

A claim noted as allowable shall thereafter
- be rejected only with the approval of the Pri- -
‘mary Examiner.

: Great care should be exer-

cised in authorizing such rejection. .See sec-

tion 706.04. LT R L
When a new reference is discovered, which -

~ obviously is applicable to one or more of the
~allowed claims 1n an application in issue, and .
where a sufficient portion of the statutory pe- =~

riod for payment of the issue fee remains, the

Examiner is authorized to enter a letter in-

forming applicant of the proposal of request-
ing withdrawal from issue for the purpose of -

Rev. 20, Apr. 1969




eed be, briefly state its ap lic'a; ;
'h tter should be =ubmitted with the
e and the file wrapper. Upon ap-
of his request, the letter is taken to the
azette Br'mch and the llcatlon ,

“Withdraw n over the ~
is read by emplog ees of the Government Print-

then returned to the group fmm which it came; ~ ing Office. Where apparent error is found, the
withdrawal from the issue 1= entered on file with the proof is transmitted to the Exam~

ster, and the appl thus restored to iner, attention bemg called on an attached
~former status’ ing a p]l(afl()ll’ ~ “printer waiting” ‘Bllp to the supposed errors,

_ awaiting action by the : e Exam- Al “printer waiting” cases must receive im-
~ iner at once writes a lett the case stating  mediate attention and be returned to the Issue
_that the application has been withdrawn from and Gazette Branch as soon as possible (pref
. 1s].sue. citing t}he nlew zeferenne. and re)er'tmg the erably within three hou
claims met Lnereby. . . ' If the Examiner concurs in the crmczsmq.
 The letter 1o guen & , mper number and o the errors should, if possible. be corrected in

placed in the file. ol ond
clean red ink and initialed or be corrected by
g s 3 on is i , el . o
If the Examiner’s plopo ed ‘w“ n is not ap- Examiners’-amendment. See section :1302.04.

?srsz‘ffhggﬁllﬁgf rb;egf;ifé"ﬁl ‘:htphgf: wal from . If the required correction cannot be cured
by Examiner's amendment, the appllcatlon :
. 1308.02 For Inte" erence Purposes ‘may have to be withdrawn from issue. This
: , may sometimes be avoided if the attorney or
It may be necessary to Wlthdmw is representative is in Washmgton., In such
issue for reasons connected with an interfer- ¢ ,’he should be ca]led in 1mmedmtelv. and ;
ence. For the plocedure to !,oe follow ' '
1101.01(o) and 111204

1309 Issue of Patent' [R-18]
' eﬁ'«'-ct

The files of allowed cases (not patented files) After correction or cheokmg tho ulmlwalwn ‘

_are kept in the Issue and Gazette Branch, ar- g1 004 proof should be promptly retmned to -
ranged in the serial number order. When the the Issue and Ga/otte Bmm‘h F

Issne fee is paid within the time allowed by ;
law, the file ig given a patent number and date. 1309.02 Proleﬂt ‘A" amst '
The file then goes to the Assignment Branch 18] :
for examination as to assignments after which : ' : :
it is sent to the Government Printing Office Rule 201. Protesta to the grant of a patent. The
for printing of the specification, A bond patent statutes do not provide for opposition to the

007 E L ‘ = Rev. 18, Oct. 1968
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